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The  following  is  a  compilation  of  the  more  important  notices  and  rule  changes  which  have  been  published  in  the  Official  Gazette 
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CONTENTS  ITEM  NO. 

List  of  Patent  Notices  (i) 

Information  and  Correspondence 

Address,  Box  and  USPTO  Organization  Information  1-5 

Mail  Issues,  Office  Closures,  Postal  Emergencies,  etc 6-40 

Information  for  the  Public  41-48 

OIPE,  Assignments,  Power  of  Attorney  49-58 

Fees  and  Payment  of  Money 

Copies,  "At  Cost"  Services  59-63 

Fee  Deficiency  Submissions 64-65 

Fees,  Deposit  Accounts,  Credit  Cards,  Refunds,  etc 66-74 

Patent  Applications 

General  Information  75-85 

Reexamination  86-92 

Biotechnology  93-98 

Plants  99-101 

Benefit  Claims,  Priority  102-105 

Examination  of  Applications 

AIPA,  General  Information  106-114 

Computer-Implemented,  Computer-Related  115-118 

Application  Procedure  and  Rules 

Revival  or  Withdrawl  of  Abandonment, 

Restarting  Time  Periods  119-122 

18  Month  Publication  123-129 

Patent  Term  Adjustment  130-132 

Issue:  Fees,  Notifications,  Applicant  Submissions  133-138 

Certificates  of  Correction  139-142 

RCEs,  Provisional  Applications  143-144 

Amendments,  Drawings  145-147 

2P'  Century  Strategic  Plan  148-149 

Patent  Business  Goals  —  Final  Rulemaking 150-153 

CPA  Practice  154-156 

Interference  157-169 

IFW,  Electronic  Submission  170-175 

Unlocatable  Applications,  Terminal  Disclaimers,  Status  Inquiries  176-178 

Miscellaneous 

Disclosure  Documents  179-180 

Legal  Procedures  181-187 

PCT  188-198 

Helpful  Hints  199-202 

Training,  Software,  etc 203-208 

Notices  209-215 

Web  Content,  Internet,  and  Automation  216-220 

Facsimile  Information 221-223 

List  of  Trademark  Notices 

Fastener  Insignia  Register  224-227 

Madrid  Protocol  228-232 

Native  American  Insignias  233-234 

Trademark  Classification  and  Identification  of  Goods  235-236 

Trademark  Post-Registration  237 

Trademark  Correspondence  and  Filing  238-242 

Trademark  Examination  243 

Trademark  Information  and  Services  244-247 

Trademark  Trial  and  Appeal  Board  248-253 

Trademark  Pubhcations  254-255 

Index  (Pages  791-794) 


List  of  Patent  Notices 

OG  NUMBER  TITLE  OF  THE  NOTICE 

1  Special  Mail  Stops  for  Patent  Mail 

2  Extension  of  the  Payor  Number  Practice  (through  "Customer  Numbers")  to  Matters  Involving  Pending  Patent 
Applications 

3  Changes  in  Procedure  for  Papers  Filed  at  the  Customer  Service  Window 

4  Changes  in  How  Papers  May  Be  Filed  in  the  Patent  and  Trademark  Office 

5  Patent  Technology  Centers 

6  Correspondence  with  the  Unioted  States  Patent  and  Trademark  Office 

7  Post  Card  Receipt  Reminder 

8  Treatment  of  Correspondence  Deposited  as  First  Class  Mail  Pursuant  to  37  CFR  1.8  and  Returned  by  the  U.S. 
Postal  Service 

9  Waiver  of  Certificate  of  Mailing  Requirement  Under  37  CFR  1.10 

10  Acknowledgement  of  Receipt  of  a  Patent  or  Trademark  Application 

11  Identifying  Application  Correspondence  With  Issue  Batch  Number 

12  Emergency  Closure  of  the  Customer  Service  Window  on  Friday,  October  10,  2003 

13  Closing  of  the  United  States  Patent  and  Trademark  Office  on  Thursday,  September  18,  2003  and  Friday,  September 
19,  2003 

14  Closing  of  the  United  States  Patent  and  Trademark  Office  on  Tuesday,  February  18,  2003 

15  Closing  of  the  United  States  Patent  and  Trademark  Office  on  Monday,  December  24,  2001 

16  Closing  of  the  Patent  and  Trademark  Office  on  Tuesday  January  25,  2000,  and  Wednesday,  January  26,  2000 

17  Closing  of  the  Patent  and  Trademark  Office  on  Friday,  December  26,  1997 

18  United  States  Postal  Service  Non-Dehvery  of  Mail 

19  Closing  of  the  Patent  and  Trademark  Office  on  Friday,  January  12,  1996 

20  Closing  of  the  Patent  and  Trademark  Office  on  Monday,  January  8,  1996  through  Wednesday,  January  10,  1996 

21  Closing  of  the  Patent  and  Trademark  Office  on  Wednesday,  April  27,  1994 

22  Closing  of  the  Patent  and  Trademark  Office  on  Thursday,  January  20,  1994  and  Friday,  February  11,  1994 

23  Closing  of  the  Patent  and  Trademark  Office  on  Friday,  Jan.  20,  1989 

24  Filing  of  Papers  During  Unscheduled  Closings  of  the  Patent  and  Trademark  Office 

25  Closing  of  the  Patent  and  Trademark  Office  on  Monday,  Feb.  23,  1987 

26  Closing  of  the  Patent  and  Trademark  Office  on  Monday,  Jan.  26,  1987 

27  Federal  Government  Holidays,  1996 

28  United  States  Postal  Service  Interruptions  and  Emergency  Terminated 

29  Processing  of,  and  Requirements  for,  the  Filing  of  Duplicate  Applications  and  Papers  in  Patent  Applications  in  view 
of  USPS  Mail  Delays 

30  Termination  of  the  Suspension  of  the  "Express  Mail"  Service  of  United  States  Postal  Service  for  mail  addressed 
to  ZIP  Codes  202xx  through  205xx 

31  Suspension  of  the  "Express  Mail"  Service  of  United  States  Postal  Service  for  Mail  Addressed  to  ZIP  Codes  202xx 
Through  205  xx 

32  United  States  Postal  Service  Interruption  and  Emergency  Terminated 

33  Notice  Concerning  Safety  of  USPTO  Mailings 

34  Notice  Concerning  Safety  of  USPTO  Mailings 

35  United  States  Postal  Service  Interruption  and  Emergency 

36  United  States  Postal  Service  Interruption  and  Emergency  in  Connecticut 

37  United  States  Postal  Service  Emergency  in  the  State  of  California  Terminated 

38  United  States  Postal  Service  Interruption  and  Emergency  in  the  State  of  California 

39  United  States  Postal  Service  Interruptions  and  Emergency  in  Los  Angeles 

40  United  States  Postal  Service  Interruption  and  Emergency  in  South  Florida 

41  Proposed  Plan  for  an  Electronic  Public  Search  Facility 

42  Performance  Review  Board 

43  Public  Information,  Freedom  of  Information  and  Privacy 

44  PSIRF  Hours  Changing 

45  Public  User  Identification  Passes  USPTO  Public  Search  Facilities 

46  Patent  Assistance  Center 

47  Relief  in  Certain  Extraordinary  Situations 

48  Rules  Concerning  Conduct  on  Patent  and  Trademark  Premises 

49  Use  of  a  Post  Card  as  a  Receipt  for  Correspondence  in  Patent-Related  Matters 

50  Improved  Pre-Exam  Notices  to  Result  From  the  Deployment  of  the  Patent  Application  Location  and  Monitoring 
(PALM)  Migration  Pre-examination  Subsystem 

5 1  Clarification  of  Power  of  Attorney  Practice,  and  Revisions  of  Assignment  Rules 

52  Notice  of  Elimination  of  Batch  Update  Practice  to  Change  Power  of  Attorney 

53  Issuance  of  a  Patent  to  an  Assignee 

54  Indexing  Against  a  Recorded  Assignment 

55  Taking  Action  in  a  Patent  Matter  Before  the  Office  by  the  Assignee  under  37  CFR  3.73 

56  Changes  in  Patent  and  Trademark  Assignment  Practice 

57  Changes  in  Patent  and  Trademark  Assignment  Practice 

58  Recordability  of  Foreclosures  for  Assignment  Purposes 

59  "Expedited  Local"  and  "At  Cost"  Services  for  Certified  and  Uncertified  Copies  of  Patent  and  Trademark  Office 
Documents 

60  Changes  in  Practice  in  Supplying  Certified  Copies  and  Filing  Receipts 

61  "At  Cost"  Recordation  of  Assignments  and  Related  Transactions 

62  Obtaining  Copies  of  Interference  Related  Files 

63  Temporary  Suspension  of  "At  Cost"  Services  for  Orders  of  Certified  Copies 

64  Treatment  of  Fee  Deficiency  Submissions  under  37  CFR  1.28(c)  in  view  of  the  Federal  Circuit  decision  in  DH 
Technology 

65  Interim  Treatment  of  Fee  Deficiency  Submissions  under  37  CFR  1.28(c)  in  view  of  DH  Technology 

66  Certain  Fees  to  Be  Adjusted 

67  Customer  Number  Required  in  order  to  Establish  a  Fee  Address 

68  Revision  of  Patent  Fees  for  Fiscal  Year  2004 

69  Payment  of  Patent  Maintenance  Fees  over  the  Internet 

70  Changes  to  Permit  Payment  of  Patent  and  Trademark  Fees  by  Credit  Card 

71  Fees  for  Patent  and  Trademark  Copies 

72  Automatic  Refund  of  Overpayments  of  $25  or  Less  for  a  Limited  Refund 

73  Unpaid  Fee  Checks 

74  Deposit  Account  Authorizations 


OG  NUMBER  TITLE  OF  THE  NOTICE 

75  Information  Disclosure  Statements  May  Be  Filed  Without  Copies  of  U.S.  Patents  and  Published  Applications  in 
Patent  Applications  filed  after  June  30,  2003 

76  Treatment  of  Amendments  that  if  Entered  Would  Cancel  All  of  the  Claims  in  an  Application 

77  "Kind  Codes"  Included  on  USPTO  Patent  Documents 

78  Advance  Notice  of  Change  to  "References  Cited"  on  the  Front  Page  of  a  Patent 

79  Applicants  Cautioned  to  File  Applications  on  Papers  that  Comply   with   Sheet   Size/Margin  and  Quality 
Requirements  of  37  CFR  1.52  and  1.84(f)  and  (g). 

80  Identification  of  AflBdavits/Declarations  Filed  Under  37  CFR  1.131  Which  Establish  a  Date  of  Invention  In  a 
NAFTS  or  WTO  Member  Country 

81  Notice  of  Change  of  Procedure  for  Recording  Inventors'  Names 

82  Change  in  Procedure  Relating  to  an  Application  Filing  Date 

83  Information  on  Oath/Declaration  Necessary  to  Identify  the  Specification  for  an  Application  filed  under  35  USC  1 1 1 
in  Accordance  with  37  CFR  1 .63 

84  Use  of  Metric  System  of  Measurements  in  Patent  Applications 

85  Patent  Law  Foreign  Filing  Amendments 

86  Revised  Guidelines  for  Usage  of  Previously  Cited/Considered  Prior  Art  in  Reexamination 

87  Changes  to  Implement  the  2002  Inter  Partes  Reexamination  and  Other  Technical  Amendments  to  the  Patent  Statute 

88  Effective  Date  of  the  Final  Rule  Entitled  Rules  to  Implement  Optional  Inter  Partes  Reexamination  Proceedings 

89  Rules  to  Implement  Optional  Inter  Partes  Reexamination  Proceedings:  Delay  of  Effective  Date 

90  Rules  to  Implement  Optional  Inter  Partes  Reexamination  Proceedings 

91  Change  in  Policy  of  Examiner  Assignment  in  Ex  Parte  Reexamination  Proceedings  and  Establishment  of 
Patentability  Review  Conferences  in  Ex  Parte  Reexamination  Proceedings 

92  Treatment  of  Non-Conforming  Requests  to  Revoke  or  Invalidate  U.S.  Patents 

93  Notice  of  Change  in  Publishing  of  Patents  and  Patent  Application  Publications  with  Sequence  Listings 

94  Changes  in  the  Time  Period  for  Making  any  Necessary  Deposit  of  Biological  Material 

95  Biosequence  Internet  Filing  Related  to:  37  CFR  1.84  Form  and  Fomatfor  Nucleotide  and/or  Amino  Acid  Sequence 
Submissions  in  Computer  Readable  Form 

96  Requirements  for  Patent  Applications  Containing  Nucleotide  Sequence  and/or  Amino  Acid  Disclosures;  Correction 

97  Requirements  for  Patent  Applications  Containing  Nucleotide  Sequence  and/or  Amino  Acid  Disclosures 

98  Applicant  Aid  for  Biotechnology  Computer  Readable  Form  (CRF)  Sequence  Listing  Submissions 

99  Inapplicability  of  35  USC  102(d)  to  Plant  Breeder's  Rights  Certificates 

100  Taking  Effect  in  the  United  States  of  the  International  Convention  for  the  Protection  of  New  Varieties  of  Plants 

101  United  States  Adherence  to  the  International  Union  for  the  Protection  of  New  Varieties  of  Plants  (UPOV) 

102  Claiming  the  Benefit  of  a  Prior-Filed  Application  Under  35  U.S.C.  §§  119(e),  120,  121,  and  365(c) 

103  Notice  of  Right  to  Claim  Priority  Based  Upon  Applications  Previously  Filed  in  Thailand 

104  Notice  of  Right  to  Claim  Priority  Based  Upon  Applications  Previously  Filed  In  India 

105  Right  of  Priority  in  Patent  and  Trademark  Applications  Available  in  Taiwan 

106  Examination  Guidelines  for  35  U.S.C.  §  102(e),  as  amended  by  the  American  Inventors  Protection  Act  of  1999,  and 
further  amended  by  the  Intellectual  Property  and  High  Technology  Technical  Amendments  Act  of  2002,  and  35 
U.S.C.  §  102(g)  (revised  i) 

107  Guidelines  for  Examination  of  Patent  Applications  Under  the  35  USC  §  112,  ^  1,  "Written  Description" 
Requirement 

108  Utility  Examination  Guidelines 

109  Guidelines  Setting  Forth  a  Modified  Policy  Concerning  the  Evidence  of  Common  Ownership,  or  an  Obligation  of 
Assignment  to  the  Same  Person,  as  Required  by  35  USC  103(c) 

110  Guidelines  for  the  Examination  of  Claims  Directed  to  Species  of  Chemical  Compositions  Based  Upon  a  Single 
Prior  Art  Reference 

1 1 1  Examination  of  Patent  Applications  Containing  Nucleotide  Sequences 

112  Guidelines  on  Treatment  of  Product  and  Process  Claims  in  light  of  In  re  Ochiai,  In  re  Brouwer  and  35  USC  103(b) 

113  Guidelines  Concerning  the  Implementation  of  Changes  to  35  USC  102(g)  and  103(c)  and  the  Interpretation  of  the 
Term  "Original  Application"  in  the  American  Inventors  Protection  Act  of  1999 

114  Means  or  Step  Plus  Function  Limitation  Under  35  USC  112,  6th  Paragraph 

115  Notification  of  Required  and  Optional  Search  Criteria  for  Computer  Implemented  Business  Method  Patent 
Applications  in  Class  705,  and  Request  for  Comments 

116  Guidance  on  Searching  and  Examining  PCT  Applications  Drawn  to  Computer-Implemented  Inventions 

117  Guidelines  for  Examination  of  Design  Patent  Applications  for  Computer-Generated  Icons 

118  Examination  Guidelines  for  Computer- Related  Inventions 

119  Clarification  of  Application  Revival  Procedures  (37  CFR  1.137) 

120  Procedures  for  Restarting  Response  Periods 

121  Withdrawing  the  Holding  of  Abandonment  When  Office  Actions  Are  Not  Received 

122  Diligence  in  Filing  Petitions  to  Revive  and  Petitions  to  Withdraw  the  Holding  of  Abandonment 

123  Clarification  of  the  United  States  Patent  and  Trademark  Office's  Interpretation  of  the  Provisions  of  35  U.S.C.  § 
122(b)(2)(B)(ii)-(iv) 

124  Reminder  that  Recission  of  a  Nonpublication  Request  is  Not  Itself  a  Notice  of  Foreign  Filing 

125  Requirements  for  Claiming  the  Benefit  of  Prior-Filed  Applications  Under  Eighteen-Month  Publication  of  Patent 
Applications 

126  Assignment  of  Confirmation  Number  and  Time  Period  for  Filing  a  Copy  of  an  Application  by  EFS  for 
Eighteen-Month  Publication  Purposes 

127  Changes  to  Implement  Eighteen-Month  Publication  of  Patent  Applications 

128  Changes  to  Implement  Eighteen-Month  Publication  of  Patent  Applications 

129  Miscellaneous  Changes  in  Patent  Practice 

1 30  Clarification  of  37  CFR  1 .704(c)(  10)  -  Reduction  of  Patent  Term  Adjustment  for  Certain  Types  of  Papers  Filed  After 
a  Notice  of  Allowance  has  been  Mailed 

131  Patent  Term  Extension  or  Adjustment  Information  Printed  on  Notice  of  Allowance  and  Issue  Fee  Due  and  Patent 
Front  Page 

132  Changes  to  Implement  Patent  Term  Adjustment  under  Twenty- Year  Patent  Term 

133  Processing  of  Papers  Filed  after  Allowance  of  an  Application 

134  Payment  of  the  Issue  Fee  and  Filing  Related  Correspondence  by  Facsimile 

135  Revision  of  the  Notice  of  Allowance  Form 

136  Time  Period  for  Paying  Publication  Fee  if  a  Request  for  Continued  Examination  is  Filed  After  a  Notice  of 
Allowance  is  Mailed 

137  Filing  of  Continuing  Applications,  Amendments,  or  Petitions  after  Payment  of  Issue  Fee 

138  Change  to  "Issue  Notification"  Procedure 

139  Discontinuance  of  Attestation  of  Signature  of  Director  on  Patents  and  Certificates  of  Correction 


OG  NUMBER  TITLE  OF  THE  NOTICE 

140  Expedited  Issuance  of  Certificates  of  Correction  When  the  Error  is  Attributable  to  the  Unted  States  Patent  and 
Trademark  Ofi&ce 

141  Using  Certificate  of  Correction  to  Perfect  Claim  for  Priority  Under  35  USC  119 

142  Electronic  Publication  of  Certificates  of  Correction  on  the  United  States  Patent  and  Trademark  Ofl&ce  Web  Site  for 
Later  Listing  with  the  Official  Gazette 

143  Request  for  Continued  Examination  Practice  and  Changes  to  Provisional  Application  Practice 

144  Changes  to  Implement  20- Year  Patent  Term  and  Provisional  Applications 

145  Amendments  Permitted  Under  the  Revised  Amendment  Practice  and  Treatment  of  Non-Compliant  Amendments 

146  Amendments  in  Revised  Format  Now  Permitted 

147  Drawings  in  Patent  Application  Publications  and  Patents 

148  Changes  to  Support  Implementation  of  the  United  States  Patent  and  Trademark  Ofl&ce  21st  Century  Strategic  Plan 

149  Request  for  Comments  on  the  Study  of  the  Changes  Needed  to  Implement  a  Unity  of  Invention  Standard  in  the 
United  States 

150  Changes  to  Implement  Patent  Business  Goals 

151  Changes  to  Implement  the  Patent  Business  Goals 

152  Changes  to  Implement  the  Patent  Business  Goals 

153  Changes  to  Patent  Practice  and  Procedure 

154  Elimination  of  Continued  Prosecution  Application  Practice  as  to  Utility  and  Plant  Patent  AppUcations 

155  Continued  Prosecution  Application  (CPA)  Practice 

156  Changes  to  Continued  Prosecution  Application  Practice 

157  Revised  Docketing  Procedures  for  Appeals  Arriving  at  the  Board  of  Patent  Appeals  and  Interference 

158  Standard  for  Declaring  a  Patent  Interference 

159  SimpUfication  of  Certain  Requirements  in  Patent  Interference  Practice 

160  Simphfication  of  Certain  Requirements  in  Patent  Interference  Practice 

161  Publication  of  Opinions  and  Orders  Entered  by  the  Board  of  Patent  Appeals  and  Interferences 

162  Interference  Practice  -  New  Procedures  for  Handling  Interference  Cases  at  the  Board  of  Patent  Appeals  and 
Interferences 

163  Interference  Practice  -  Interference  Rules  Which  Require  a  Part  to  "Show  the  Patentability"  of  a  Claim 

164  Admissibility  of  Electronic  Records  in  Interferences 

165  Availability  of  Interference  Files  and  Interference  Related  Applications  and  Patent  Files 

166  Patent  Interferences  Practice  Burden  of  Proof 

167  Interference  Practice:  Matters  Relating  to  Belated  Preliminary  Motions 

168  Patent  Interference  Proceedings 

169  Arbitration  of  Patent  Interference  Cases 

170  Customer  Number  Bar  Code  Labels  and  Papers  with  Shaded  Portions  will  No  Longer  be  Permitted  in 
Correspondence  for  Patent  Applications 

171  Changes  to  Implement  Electronic  Maintenance  of  OfiBce  Patent  Apphcation  Records 

172  Changes  to  Implement  Electronic  Maintenance  of  Ofl&ce  Patent  Apphcation  Records 

173  USPTO  Announces  Prototype  of  Image  Processing 

174  Electronic  Submission  of  Information  Disclosure  Statements 

175  Electronic  Fifing  System  Available  to  the  Pubfic 

176  Treatment  of  Unlocatable  Patent  Apphcation  and  Patent  Files 

177  Terminal  Disclaimers  Required  to  Overcome  Judicially-Created  Double  Patenting  Rejections  in  Utility  and  Plant 
Applications  Filed  on  or  After  June  8.  1995 

178  Handling  of  Status  Inquiries 

179  Changes  to  Disclosure  Document  Program 

180  Disclosure  Document  Program 

181  Legal  Processes 

182  Interpretation  of  Registration  of  Agents  and  Representative  for  Director  of  Enrollment  and  Discipline  in 
Disciplinary  Proceedings 

183  Service  of  Process;  Testimony  by  Employees  and  the  Production  of  Documents  in  Legal  Proceedings 

184  Cross- Appeals  in  Patent  and  Trademark  Office  Disciplinary  Proceedings 

1 85  Duty  of  Disclosure 

186  Responsibilities  of  Practitioners  Representing  Cfients  in  Proceedings  Before  The  Patent  and  Trademark  Ofl&ce 

187  Practitioner's  Responsibihties  to  Avoid  Prejudice  to  the  Rights  of  a  Client/Patent  Applicant 

188  Patent  Cooperation  Treaty  (PCT)  Update 

1 89  January  2004  Revision  of  Patent  Cooperation  Treaty  Application  Procedure 

190  January  2004  Revision  of  Patent  Cooperation  Treaty  Application  Procedure 

191  Clarification  of  Notice  Concerning  EPO  Competence  to  Act  as  a  PCT  Authority 

192  Notice  Concerning  EPO  Competence  to  Act  as  a  PCT  Authority 

193  Notices  Regarding  Modification  of  Time  Limits  Fixed  in  Article  22(1) 

194  Revision  of  the  Time  Limit  for  National  Stage  Commencement  in  the  United  States  for  Patent  Cooperation  Treaty 
Applications 

195  Revision  of  Patent  Cooperation  Treaty  Apphcation  Procedure;  Correction 

196  Revision  of  Patent  Cooperation  Treaty  Apphcation  Procedure 

197  Announcement  of  Certain  Amendments  to  the  Regulations  Under  the  Patent  Cooperation  Treaty  (PCT) 

198  Announcement  on  the  Starting  Date  of  Operations  under  the  Eurasian  Patent  Convention 

199  Pre-Grant  Publication  Helpful  Hint:  File  Continuation  or  Divisional  Apphcation  with  a  New  Specification  and 
Copy  of  Oath  or  Declaration  from  Prior  Apphcation 

200  Helpful  Hints  Regarding  Publication  of  Patent  Apphcations 

201  PrintEFS  An  Aid  for  Preparing  Bibliographic  Information  for  a  U.S.  Patent  Apphcation 

202  Video  Conference  Center 

203  Notice  of  Electronic  Products  Available  from  the  Information  Products  Division,  Chief  Information  Officer,  U.S. 
Patent  and  Trademark  Office 

204  New  Product  Available  from  the  U.S.  Patent  and  Trademark  Office 

205  Publication  Containing  Training  and  Implementation  Materials  for  Recent  Rule  Changes 

206  Availability  of  Patentin  2.1  Software  For  Preparation  of  Sequence  Listings 

207  GLOBALPat  and  USAMark  CD-ROM  Products  Now  Available 

208  Training  and  Implementation  Guide  for  the  Final  Rule  entitled  "Changes  to  Patent  Practice  and  Procedure" 

209  Status  of  Ofl&ce  of  Public  Records  Services 

210  Disposal  of  Paper  Copies  of  U.S.  Patents  Removed  From  the  Examiners'  Search  Rooms 

211  Notification  Regarding  Voice  Response  System  For  Patent  Maintenance  Fees 

212  Iraqi  Sanctions  Regulations 

213  USPTO  No  Longer  Offers  Interim  Procedures  for  Submissions  on  Compact  Disc 


OG  NUMBER  TITLE  OF  THE  NOTICE 

214  Notice  of  Publication  of  a  2002  Annual  Index  to  the  Electronic  OfiBcial  Gazette  of  the  Patent  and  Trademark  Office  - 
Patents  (eOG:P) 

215  Notice  of  Change  in  Publication  Format  for  the  Official  Gazette  of  the  United  States  Patent  and  Trademark 
Office  -  Patents 

216  Deployment  of  the  Patent  and  Trademark  Assignments  on  the  Web  System  is  Postponed 

217  Notice  of  Availability  of  the  Patent  and  Trademark  Assignments  on  the  Web  System  on  the  United  States  Patent 
and  Trademark  Office  Web  Site 

218  Financial  Services  Available  Over  the  Internet 

219  Posting  a  List  of  Patents  with  37  CFR  1.607(d)  Notices  on  the  PTO  Web  Site 

220  Interim  Internet  Usage  Policy 

221  Centralized  Delivery  and  Facsimile  Transmission  Requirements  for  Patent  Application  Related  Correspondence 

222  Update  of  Facsimile  Submissions  of  Assignment  Documents  to  the  USPTO 

223  Facsimile  Submission  of  Assignment  Documents  is  Now  Available  to  PTO  Customers 


March  2,  2004 


U.S.  PATENT  AND  TRADEMARK  OFFICE 
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SPECIAL  MAIL  STOPS  FOR  PATENT  MAIL 


Effective  May  1,  2003,  the  United  States  Patent  and  Trademark  Office  has  a  new  address  for  some  mail.  See 

Correspondence  with  the  United  States  Patent  and  Trademark  Office.  68  Fed.  Reg.  14332  (March  25,  2003).  The  mail  stop  should 
generally  appear  as  the  first  line  in  the  address,  but  the  term  "Mail  Stop"  may  be  abbreviated  "MS".  Special  mail  stop  designations 
should  be  used  to  allow  forwarding  of  particular  types  of  mail  to  the  appropriate  areas  as  quickly  as  possible.  Such  mail  may  be 
forwarded  to  the  appropriate  area  without  being  opened.  Only  the  specified  type  of  document  should  be  placed  in  an  envelope 
addressed  to  one  of  these  special  mail  stops.  If  any  documents  other  than  the  specified  type  identified  for  each  special  mail  stop 
are  addressed  to  that  mail  stop,  they  will  be  significantly  delayed  in  reaching  the  appropriate  area  for  which  they  are  intended. 
If  no  mail  stop  is  included  on  the  list  below,  then  no  mail  stop  is  required  for  the  correspondence  (e.g..  there  is  no  mail  stop  for 
amendments  with  fees). 


Requests  for  corrected  filing  receipt  should  be  faxed  to  (703)  746-9195.  Some  correspondence  may  only  be  submitted  via  the 
Office's  electronic  filing  system  (EFS).  Instructions  on  how  to  file  and  what  can  be  filed  via  EPS  are  posted  on  the  Office's  Internet 
Web  site  http://www.uspto.gov  under  the  Electronic  Business  Center  section. 

Please  address  mail  to  be  delivered  by  the  United  States  Postal  Service  (USPS)  as  follows: 

Mail  Stop 


Commissioner  for  Patents 
PO.  Box  1450 
Alexandria,  VA  22313-1450 


Please  address  mail  to  be  delivered  by  other  delivery  services  (Federal  Express  (Fed  Ex),  UPS,  DHL,  Laser,  Action,  Purolator, 
etc.)  as  follows: 


U.S.  Patent  and  Trademark  Office 
2011  South  Clark  Place 
Customer  Window,  Mail  Stop 


Box  Designations 
Mail  Stop  12 
Mail  Stop  313(c) 

Mail  Stop  AF 

Mail  Stop  Appeal 
Brief-Patents 


Crystal  Plaza  Two,  Lobby,  Room  1B03 
Arlington,  VA  22202 

Explanation 

Contributions  to  the  Examiner  Education  Program. 

Petitions  under  37  CFR  1.313(c)  to  withdraw  a  patent  application  from  issue  after 
payment  of  the  issue  fee  and  any  papers  associated  with  the  petition,  including  papers 
necessary  for  a  continuing  application  or  a  request  for  continued  examination  (RCE). 

Amendments  and  other  responses  after  final  rejection,  other  than  an  appeal  brief. 

For  appeal  briefs  under  37  CFR  1.192  or  reply  briefs  under  37  CFR  1.193(a). 


Mail  Stop 
Application 
Number 


Mail  Stop 

Comments-Patents 


For  fee  and  petitions  under  37  CFR  1.182  to  obtain  date  received  and/or  application 
number  for  patent  applications  prior  to  the  Office's  standard  notification  (return 

fiost  card  or  the  official  "Filing  Receipt",  "Notice  to  File  Missing  Parts",  or  "Notice  of 
ncomplete  Application"). 

Public  comments  regarding  patent  related  regulations  and  procedures. 


Mail  Stop  Conversion 

Mail  Stop  CPA 
Mail  Stop  DD 

Mail  Stop  Design 
Mail  Stop  EBC 


Requests  under  37  CFR  1.53(c)(2)  to  convert  a  nonprovisional  application  to  a 
provisional  application  and  requests  under  37  CFR  1.53(c)(3)  to  convert  a  provisional 
application  to  a  nonprovisional  application. 

Requests  for  Continued  Prosecution  Applications  (CPAs)  under  37  CFR  1.53(d)  for 
design  patent  applications.  Note  that  CPAs  cannot  be  filed  in  utility  or  plant  applications. 

Disclosure  Documents  or  materials  related  to  the  Disclosure  Document  Program.  (A 
disclosure  document  is  NOT  an  information  disclosure  statement.)  Instead  of  filing  a 
disclosure  document,  inventors  are  encouraged  to  file  a  provisional  patent  application. 

The  filing  of  all  design  patent  applications  that  do  not  request  expedited  examination 
under  37  CFR  1.55. 

Mail  for  the  Electronic  Business  Center  including:  Certificate  Action  Forms,  Request  for 
Customer  Numbers,  and  Requests  for  Customer  Number  Data  Change  (USPTO  Forms 
PTO-2042,  PTO/SB/124A  and  125 A,  respectively)  and  Customer  Number  Upload 
Spreadsheets  and  Cover  Letters. 

Only  to  be  used  for  the  initial  filingof  design  applications  accompanied  by  a  request  for 
expedited  examination  under  37  CFR  1.155.  (Design  applicants  seeking  expedited 
examination  may  alternatively  file  a  design  application  and  corresponding  request  under 
37  CFR  1.155  by  hand-delivering  the  application  papers  and  request  directiy  to  the 
Design  Group  Director's  office.) 

Mail  Stop  ILS  Correspondence  relating  to  international  patent  classification,  exchanges  and  standards. 


Mail  Stop  Expedited 
Design 
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Mail  Stop  Missing 
Parts 


Mail  Stop  MPEP 

Mail  Stop  Non-Fee 
Amendment 

Mail  Stop  Patent 
Application 

Mail  Stop  Patent  Ext. 

Mail  Stop  Petition 

Mail  Stop  PGPUB 


Mail  Stop  PGPUB  - 
ABD 

Mail  Stop  PGPUB 
Drawings 

Mail  Stop  PCT 

Mail  Stop  Provisional 
Patent  Application 

Mail  Stop  RCE 

Mail  Stop 

Reconstruction 


Mail  Stop  Ex  Parte 
Reexam 


Mail  Stop  Inter 
Partes  Reexam 


Mail  Stop  Reissue 
Mail  Stop  Sequence 


All  communications  following  the  receipt  of  a  PTOL-85,  "Notice  of  Allowance  and 

Fee(s)  Due",  and  prior  to  the  issuance  of  a  patent  should  be  addressed  to  Mail  Stop 

Issue  Fee,  unless  advised  to  the  contrary.  Issue  fee  payments  can  also  be  faxed  to 

(703)746-4000. 

Assigrmients  are  the  exception.  Assignments  (with  cover  sheets)  should  be  faxed  to 

(703)306-5995  or  submitted  in  a  separate  envelope  and  be  sent  to  Mail  Stop  Assignment 

Recordation  Services,  Director  -  U.S.  Patent  and  Trademark  Office  as  shown  below. 

Replies  to  OIPE  notices  such  as  the  Notice  of  Omitted  Items,  Notice  to  File  Corrected 
Application  Papers,  Notice  of  Incomplete  Application,  Notice  to  Comply  with  Nucleotide 
Sequence  Requirements,  and  Notice  to  File  Missing  Parts  of  Application,  and  associated 
papers  and  fees.  Note  that  such  correspondence  may  also  be  faxed  to:  (703)  746-4060, 
unless  the  correspondence  is  required  to  establish  the  filing  date  of  the  application  or 
includes  drawings. 

Submissions  concerning  the  Manual  of  Patent  Examining  Procedure. 

Non-fee  amendments  to  patent  applications.  (Use  Mail  Stop  AF  for  replies  after  final 
rejection.)  No  mail  stop  is  required  for  amendments  with  fees. 

New  patent  applications  and  associated  papers  and  fees. 


Applications  for  patent  term  extension  and  any  communications  relating  thereto. 

Petitions  to  be  decided  by  the  Office  of  Petitions  including  petitions  to  revive  and 
petitions  to  accept  late  payment  of  issue  fees  or  maintenance  fees. 

Correspondence  regarding  publication  of  patent  applications  not  otherwise  provided, 
including  requests  for  early  publication  made  after  fiUng,  rescission  of  non-publication 
request,  corrected  patent  application  publication,  refund  of  publication  fee. 

Petitions  under  37  CFR  1.138  to  expressly  abandon  an  application  to  avoid  publication 
of  the  apphcation. 

Drawings  to  be  included  in  a  patent  application  publication  (replacement  drawings  for 
drawings  included  with  a  patent  application  on  filing). 

Mail  related  to  applications  filed  under  the  Patent  Cooperation  Treaty. 

The  filing  of  all  provisional  patent  applications  and  any  communications  relating  thereto. 

Requests  for  continued  examination  under  37  CFR  1.114. 
Correspondence  pertaining  to  the  reconstruction  of  lost  patent  files. 

Requests  for  Reexamination  for  original  request  papers  only. 

Requests  for  Inter  Partes  Reexamination  for  original  request  p^ers  and  for  all 
subsequent  correspondence  other  than  correspondence  to  the  Office  of  the  Solicitor  (see 
37  CFR  §§  1.1(a)(3)  and  1.302(c)). 

All  new  and  continuing  reissue  application  filings. 

Submission  of  diskette  for  applications  with  sequence  listings. 

ADDRESS  FOR  TRADEMARK  MAIL 


The  box  designations  previously  listed  in  Trademark  Manual  of  Examining  Procedure,  Section  305.01  are  no  longer  in  use.  See 
Change  of  Address  for  Mailing  Trademark  Correpsondence.  which  is  posted  on  the  USPTO  Internet  web  site  at:  http:// 
www.uspto.gov/web/trademarks/tmmailingaddressnotice.htm. 

Please  address  mail  to  be  delivered  by  the  United  States  Postal  Service  (USPS)  as  follows: 

Commissioner  for  Trademarks 

2900  Crystal  Drive 

Arlington,  Virginia  22202-3514 

SPECIAL  MAIL  STOPS  APPLICABLE  TO  BOTH  PATENT  AND  TRADEMARK  MAIL 


The  following  special  mail  stop  designations  are  applicable  to  both  patent  and  trademark  related  mail,  and  the  recommendations 
for  "Special  Mail  Stops  for  Patent  Mail"  (above)  should  be  followed  for  the  types  of  mail  listed  below. 

Please  address  mail  to  be  directed  to  a  mail  stop  identified  below  to  be  delivered  by  the  United  States  Postal  Service  (USPS) 
as  follows  (unless  otherwise  instructed): 

Mail  Stop 


Director  of  the  U.S.  Patent  and  Trademark  Office 
PO.  Box  1450 
Alexandria,  VA  22313-1450 


March  2,  2004 

Box  Designations 
Mail  Stop  3 
Mail  Stop  6 
Mail  Stop  8 


Mail  Stop  11 
Mail  Stop  13 
Mail  Stop  16 
Mail  Stop  17 
Mail  Stop  24 

Mail  Stop  171 

Mail  Stop 
Assignment 
Recordation 
Services 

Mail  Stop 

Congressional 
Relations 

Mail  Stop  Document 
Services 

Mail  Stop  EEO 

Mail  Stop 
Enforcement 

Mail  Stop 
Interference 

Mail  Stop 
International 
Relations 

Mail  Stop  M 
Correspondence 

Mail  Stop  OED 


U.S.  PATENT  AND  TRADEMARK  OFFICE 

Explanation 

Mail  for  the  Office  of  Personnel  from  NFC 
Mail  for  the  Office  of  Procurement. 


All  papers  for  the  Office  of  the  Solicitor  except  communications  relating  to  pending 
litigation  and  disciplinary  proceedings;  papers  relating  to  pending  litigation  m  court 
cases  shall  be  mailed  only  to  Office  of  the  Solicitor,  P.O.  Box  15667,  Arlington,  VA 
22215  and  papers  related  to  pending  disciplinary  proceedings  before  the  Administrative 
Law  Judge  or  the  Director  shall  be  mailed  only  to  the  Office  of  the  Solicitor,  P.O.  Box 
16116,  Arlington,  VA  22215. 

Mail  for  the  Electronic  Ordering  Service  (EOS). 

Mail  for  the  Employee  and  Labor  Relations  Division. 

Mail  related  to  refund  requests. 

Invoices  directed  to  the  Office  of  Finance. 

Mail  for  the  Inventor's  Assistance  Program,  including  complaints  about  Invention 
Promoters. 

Vacancy  Announcement  Applications. 

All  assignment  documents,  security  interests,  and  other  documents  to  be  recorded  in  the 
Assignment  records.  Note  that  documents  eith  cover  sheets  faxed  to  (703)306-5995  are 
processed  much  more  quickly  than  those  submitted  by  mail. 


Mail  for  the  Office  of  Congressional  Relations. 

All  requests  for  certified  or  uncertified  copies  of  patent  or  trademark  documents. 

Mail  for  the  Office  of  Civil  Rights. 
Mail  for  the  Office  of  Enforcement. 


Communications  relating  to  interferences  and  applications  and  patents  involved  in 
interference. 

Mail  for  the  Office  of  International  Relations. 


Correspondence  related  to  maintenance  fees  other  than  payments  of  maintenance  fees  in 
patents. See  below  for  the  address  for  maintenance  fee  payments. 

Mail  for  the  Office  of  Enrollment  and  Discipline. 
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Maintenance  Fee  Payments 

Payments  of  maintenance  fees  in  patents  not  submitted  electronically  over  the  Internet  at  www.uspto.gov  should  be  mailed  to: 

United  States  Patent  and  Trademark  Office 
P.O.  Box  371611 
Pittsburgh,  PA  15250-1611 

Deposit  Account  Replenishments 

To  send  payment  to  replenish  deposit  accounts,  send  the  payments  to: 

Director  of  the  United  States  Patent  and  Trademark  Office 
PO.  Box  70541 
Chicago,  IL  60673 
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^  '  Department  of  Commerce 

Patent  and  Trademark  OflBce 

[Docket#:  950411100-6267-02] 

RIN  0651-XXOl 

Extension  of  the  Payor  Number  Practice 

(through  "Customer  Numbers") 

to  Matters  Involving  Pending  Patent  Applications 

Agency:  Patent  and  Trademark  OflBce,  Commerce. 

Action:  Notice  of  Change  in  Procedure. 

Summary:  The  Patent  and  Trademark  Ofl&ce  (PTO)  is  extend- 
ing the  Payor  Number  practice  to  matters  involving  pending 
patent  applications.  Payor  Numbers  are  currently  used  to 
establish  a  "fee  address"  for  receipt  of  maintenance  fee 
correspondence.  Through  the  use  of  "Customer  Numbers,"  the 
PTO  will  extend  the  Payor  Number  practice  to  matters 
involving  patent  applications.  Under  this  Customer  Number 
practice,  an  applicant  (or  patentee)  will  be  able  to  use  a 
Customer  Number  to:  (1)  designate  the  address  associated  with 
the  Customer  Number  as  the  correspondence  address  for  an 
application  (or  patent);  (2)  designate  the  address  associated 
with  the  Customer  Number  as  the  fee  address  (37  CFR  1.363) 
for  a  patent;  and  (3)  submit  a  power  of  attorney  in  the 
application  (or  patent)  to  the  registered  practitioners  associated 
with  the  Customer  Number.  The  change  of  either  the  address  or 
practitioners  having  a  power  of  attorney  in  multiple  patent 
applications  through  a  single  paper  directed  to  the  Customer 
Number  should  result  in  savings  to  the  attorney,  agent,  or  law 
firm,  as  well  as  the  PTO. 

Effective  Date:  November  1,  1996.  Any  request  to  change  the 
correspondence  address  of  a  pending  application  to  the  address 
associated  with  a  currently  assigned  Payor  Number  filed  before 
November  1,  1996  will  not  be  effective  until  November  1, 
1996. 

For  Further  Information  Contact:  Robert  W.  Bahr  by  tele- 
phone at  (703)  305-9285  or  by  facsimile  at  (703)  308-6916,  or 
by  mail  addressed  to  Box  Comments -Patents,  Assistant  Com- 
missioner for  Patents,  Washington,  D.C.  20231. 

Supplementary  Information 

Payor  Numbers  are  currently  used  to  establish  a  "fee 
address"  for  receipt  of  maintenance  fee  correspondence.  Such 
Payor  Numbers  permit,  inter  alia,  an  attorney,  agent  or  law 
firm  to  file  a  single  change  of  address  paper  for  the  Payor 
Number,  and  this  change  of  address  is  effective  for  every 
patent  designating  the  address  associated  with  the  Payor 
Number  as  the  correspondence  address  for  the  patent.  This 
Payor  Number  practice  avoids  the  filing  of  a  separate  change 
of  address  paper  for  every  patent  affected  by  the  change  of 
address. 

In  a  Notice  entitled  "Extension  of  the  Use  of  Payor  Numbers 
to  Matters  Involving  Pending  Patent  Applications"  (Payor 
Number  Notice),  published  in  the  Federal  Register  at  60  FR 
26026-28  (May  16,  1995),  and  in  the  PTO  Official  Gazette  at 
1175  Off.  Gaz.  Pat.  Office  14-15  (June  6,  1995),  the  PTO 
proposed  to  extend  the  current  Payor  Number  practice  to 
matters  involving  pending  patent  applications.  In  view  of  the 
comments  received  in  response  to  the  Payor  Number  Notice, 
the  PTO  is  adopting  the  following  "Customer  Number"  prac- 
tice. 

Currently  assigned  "Payor  Numbers"  will  be  redesignated  as 
"Customer  Numbers"  to  avoid  requiring  persons  or  organiza- 
tions currently  assigned  a  Payor  Number  to  request  a  "new" 
Customer  Number.  Thus,  persons  or  organizations  currently 
assigned  a  "Payor  Number"  should  not  request  a  new  "Cus- 
tomer Number."  Persons  or  organizations  not  currently  as- 
signed a  Payor  Number  can  request  assignment  of  "new" 
Customer  Numbers. 

The  PTO  has  created  a  box  designation  for  correspondence 
related  to  a  Customer  Number  ("Box  CN"),  and  all  correspon- 
dence related  to  a  Customer  Number  (e.g.,  requests  for  a 
Customer  Number)  should  be  addressed  to  this  box  designa- 
tion. 

The  PTO  will  provide  standard  forms  to:  (1)  request  a 
Customer  Number  (PTO/SB/125);  (2)  request  a  change  in  the 
data  (address   or  list  of  practitioners)   associated   with  an 


existing  Customer  Number  (PTO/SB/124);  (3)  change  the 
correspondence  address  of  an  individual  application  (PTO/SB/ 
122)  or  patent  (PTO/SB/123)  to  the  address  associated  with  a 
Customer  Number;  or  (4)  change  the  correspondence  address 
of  a  list  of  applications  or  patents  to  the  address  associated 
with  a  Customer  Number  (PTO/SB/121).  The  PTO  is  also 
modifying  its  current  standard  forms  (e.g.,  the  declaration 
form)  to  permit:  (1)  the  designation  of  the  address  associated 
with  the  Customer  Number  as  the  correspondence  address  for 
an  application;  (2)  designation  of  the  address  associated  with 
the  Customer  Number  as  the  fee  address  for  a  patent;  and  (3) 
the  submission  of  a  power  of  attomey  in  the  application  to  the 
practitioners  associated  with  the  Customer  Number.  The  forms 
provided  by  the  Office  may  be  obtained  by  contacting  the 
Customer  Service  Center  of  the  Office  of  Initial  Patent  Exami- 
nation at  (703)  308-1214.  Also,  many  standard  forms  have 
been  loaded  on  the  PTO's  Internet  Website  and  may  be 
electronically  copied  via  the  Internet  through  anonymous  file 
transfer  protocol  (ftp)  (address:  ftp.uspto.gov).  While  use  the 
standardized  forms  provided  by  the  PTO  is  encouraged,  it  is 
not  mandatory. 

This  notice  of  change  in  procedure  contains  a  collection  of 
information  subject  to  the  Paperwork  Reduction  Act  of  1995, 
44  U.S.C.  3501  et  seq.  This  collection  of  information  is 
currently  approved  by  the  Office  of  Management  and  Budget 
under  Control  No.  0651-0035.  Send  comments  regarding  this 
burden  estimate  or  any  other  aspect  of  this  collection  of 
information,  including  suggestions  for  reducing  this  burden  to 
the  Office  of  System  Quality  and  Enhancement,  Data  Admin- 
istration Division,  Patent  and  Trademark  Office,  Washington, 
D.C.  20231,  and  to  the  Office  of  Information  and  Regulatory 
Affairs,  Office  of  Management  and  Budget,  Washington,  D.C. 
20503  (ATTN:  Paperwork  Reduction  Act  Project  0651-0035). 

Notwithstanding  any  other  provision  of  law,  no  person  is 
required  to  respond  to  nor  shall  any  person  be  subject  to  a 
penalty  for  failure  to  comply  with  a  collection  of  information 
subject  to  the  requirements  of  the  Paperwork  Reduction  Act 
unless  that  collection  of  information  displays  a  currently  valid 
OMB  control  number. 

The  PTO  will  also  accept  requests  submitted  electronically 
via  a  computer- readable  diskette  to:  (1)  change  the  correspon- 
dence address  of  a  list  of  applications  or  patents  or  the  fee 
address  for  a  list  of  patents  to  the  address  associated  with  a 
Customer  Number;  and  (2)  submit  a  power  of  attomey  in  a  list 
of  appUcations  or  patents  to  the  registered  practitioners  asso- 
ciated with  the  Customer  Number.  Persons  electronically 
submitting  such  a  request  must  submit  an  IBM-compatible 
diskette  containing  a  Microsoft  Excel  spreadsheet,  or  a  comma 
separated  text  file  which  can  be  imported  into  Microsoft  Excel 
spreadsheet,  formatted  as  follows:  (1)  row  1,  column  B 
containing  the  six-digit  Customer  Number;  (2)  row  2  being 
blank;  (3)  rows  3  through  9  containing  the  address  associated 
with  the  Customer  Number;  (4)  rows  10  through  15  being 
blank;  and  (5)  row  16  starting  with  the  list  of  patents  or 
applications  with  column  A  containing  the  patent  number  (if 
appropriate),  column  B  containing  the  application  number, 
column  C  containing  the  patent  date  (if  appropriate),  column  D 
containing  the  application  filing  date,  column  E  indicating 
"YES"  or  "NO"  to  designate  assignment  of  the  address 
associated  with  the  Customer  Number  as  the  correspondence 
address  of  the  apphcation  or  patent,  column  F  indicating 
"YES"  or  "NO"  to  designate  assignment  of  the  registered 
practitioners  associated  with  the  Customer  Number  as  the  hst 
of  persons  having  a  power  of  attomey  in  the  applications  or 
patents,  and  column  G  indicating  "YES"  or  "NO"  to  designate 
assignment  of  the  address  associated  with  the  Customer 
Number  as  the  fee  address  of  the  patent. 

The  patent  number  (if  appropriate),  application  number, 
patent  date  (if  appropriate),  and  application  filing  date  are 
being  required  as  redundant  identifiers  to  avoid  changing  the 
correspondence  or  fee  address  or  entering  a  power  of  attomey 
in  the  wrong  patent  or  application  due  to  a  typographical  error 
in  the  patent  or  application  number.  The  PTO  will  enter  a 
change  in  correspondence  or  fee  address  or  power  of  attomey 
in  a  listed  application  or  patent  only  if  the  following  identifiers 
are  provided:  (1)  the  patent  number  and  the  corresponding 
application  number;  (2)  the  patent  number  and  the  correspond- 
ing patent  date;  (3)  the  application  number  and  the  correspond- 
ing filing  date;  (4)  the  patent  number  and  the  corresponding 
application  filing  date;  and  (5)  the  application  number  and  the 
corresponding  patent  date. 
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A  sample  spreadsheet  is  included  as  an  Appendix  A  to  this 
notice  of  change  in  procedure.  The  phrase  "Customer  Number" 
in  row  1,  column  A,  and  "Requester  (Attorney/Firm)  Informa- 
tion" in  row  3,  as  well  as  the  information  provided  in  rows  10 
through  15,  are  provided  on  the  sample  spreadsheet  for 
explanatory  purposes  only,  and  should  not  be  included  on  any 
spreadsheet  submitted  to  the  PTO. 

The  diskette  must  be  accompanied  by  a  paper  copy  of  the 
spreadsheet  and  a  cover  letter  requesting  entry  of  the  changes 
contained  on  the  spreadsheet  into  PTO  records  for  the  listed 
applications  or  patents.  In  addition,  for  any  application  or 
patent  listed  on  such  spreadsheet,  the  cover  letter  must  be 
signed  by  the  applicant  or  patentee,  assignee  in  compliance 
with  37  CFR  3.73(b),  or  registered  practitioner  of  record  in  the 
patent  or  application.  The  PTO  will  issue  a  written  confirma- 
tion of  the  list  of  applications  or  patents  indicating  the 
change(s)  entered  into  PTO  records. 

Through  the  use  of  "Customer  Numbers,"  the  PTO  is 
extending  the  "fee  address"  practice  to  matters  involving 
pending  patent  applications  to  permit:  (1)  the  designation  of 
the  correspondence  address  of  a  patent  application  by  a 
Customer  Number  such  that  the  correspondence  address  for 
the  patent  application  would  be  the  address  associated  with  the 
Customer  Number;  (2)  the  designation  of  the  fee  address  of  a 
patent  by  a  Customer  Number  such  that  the  fee  address  for  the 
patent  would  be  the  address  associated  with  the  Customer 
Number:  and  (3)  the  submission  of  a  list  of  practitioners  by  a 
Customer  Number  such  that  an  applicant  may  in  a  Power  of 
Attorney  appoint  those  practitioners  associated  with  the  Cus- 
tomer Number.  While  this  notice  discusses  this  new  Customer 
Number  practice  as  it  regards  patent  applications  and  appli- 
cants, it  will  apply  equally  to  patents  and  patentees. 

The  designation  in  a  patent  application  of  a  specific  Cus- 
tomer Number  as  the  correspondence  address  for  such  appli- 
cation will  permit  an  attorney,  agent  or  law  firm  to  file  a  single 
paper  containing  a  change  of  address,  rather  than  a  separate 
paper  in  each  application,  and  this  change  of  address  paper  will 
be  applicable  to  all  applications  designating  the  Customer 
Number  as  the  correspondence  address  for  such  application. 
The  designation  of  a  Customer  Number  as  the  correspondence 
address  for  a  patent  application  is  optional,  in  that  any 
application  not  designating  a  Customer  Number  as  the  corre- 
spondence address  will  not  be  affected  by  a  change  of  address 
filed  for  a  Customer  Number,  even  if  the  correspondence 
address  provided  for  such  application  is  that  of  an  attorney, 
agent,  or  law  firm  associated  with  a  Customer  Number.  The 
change  of  address  in  multiple  patent  applications  through  a 
single  paper  directed  to  the  Customer  Number,  rather  than 
through  individual  letters  directed  to  each  application,  will 
result  in  savings  to  the  attorney,  agent  or  law  firm,  as  well  as 
the  PTO. 

This  new  Customer  Number  practice  will  not  afi'ect  the 
current  practice  of  permitting  a  patentee  to  provide  a  "fee 
address"  for  the  receipt  of  maintenance  fee  correspondence.  A 
patentee  will  be  able  to  designate  a  "fee  address"  for  the  receipt 
of  maintenance  fee  correspondence,  and  a  different  address  for 
the  receipt  of  all  other  correspondence.  The  designation  of  a 
"fee  address"  by  reference  to  a  Customer  Number  will  not 
affect  or  be  affected  by  the  designation  of  a  correspondence 
address  by  reference  to  another  Customer  Number,  in  that  the 
PTO  will  send  maintenance  fee  correspondence  to  the  address 
associated  with  the  Customer  Number  designated  as  the  "fee 
address"  and  will  send  all  other  correspondence  to  the  address 
associated  with  the  Customer  Number  designated  as  the 
correspondence  address. 

The  association  of  a  list  of  practitioners  with  a  Customer 
Number  will  permit  an  applicant  to  appoint  all  of  the  practi- 
tioners associated  with  the  Customer  Number  merely  by 
reference  to  the  Customer  Number  in  the  Power  of  Attorney 
{i.e.,  without  individually  listing  the  practitioners  in  the  Power 
of  Attorney).  The  addition  and/or  deletion  of  a  practitioner 
from  the  list  of  practitioners  associated  with  a  Customer 
Number  will  result  in  the  addition  or  deletion  of  such  practi- 
tioner from  the  list  of  persons  authorized  to  represent  any 
applicant  who  appointed  all  of  the  practitioners  associated  with 
such  Customer  Number.  This  will  avoid  the  necessity  for  the 
filing  of  additional  papers  in  each  patent  application  affected 
by  a  change  in  the  practitioners  of  the  law  firm  prosecuting  the 
application.  The  appointment  of  practitioners  associated  with  a 
Customer  Number  will  be  optional,  in  that  any  applicant  may 


continue  to  individually  name  those  practitioners  to  represent 
the  applicant  in  a  patent  application. 

Currently,  the  PTO  must  individually  enter  into  the  Patent 
Apphcation  Location  and  Monitoring  (PALM)  system  the 
registration  number  for  each  practitioner  appointed  to  repre- 
sent the  applicant  in  a  patent  application.  The  change  of 
persons  authorized  to  represent  applicants  in  multiple  patent 
applications  through  a  single  paper  directing  the  PTO  to 
change  its  records  concerning  the  Customer  Number  will 
require  only  a  single  entry  into  the  PALM  system,  where  the 
change  of  persons  authorized  to  represent  applicants  in  mul- 
tiple patent  applications  through  individual  letters  directed  to 
each  application  require  a  separate  entry  into  the  PALM  system 
for  each  affected  application.  Thus,  the  use  of  Customer 
Numbers  in  a  Power  of  Attorney  will  significantly  reduce  the 
amount  of  data  which  must  be  entered  into  the  PALM  system, 
and  would  thus  result  in  savings  to  the  PTO.  In  addition, 
permitting  a  change  of  persons  authorized  to  represent  appli- 
cants in  multiple  patent  applications  through  a  single  paper 
directing  the  PTO  to  change  its  records  concerning  the 
Customer  Number  would  result  in  similar  savings  to  the 
attorney,  agent,  or  law  firm. 

As  the  PTO  will  not  recognize  more  than  one  correspon- 
dence address  (37  CFR  1.34(c)),  any  inconsistencies  between 
the  correspondence  address  resulting  from  a  Customer  Number 
being  provided  in  an  application  for  the  correspondence 
address  and  any  other  correspondence  address  provided  in  that 
application  would  be  resolved  in  favor  of  the  address  of  the 
Customer  Number.  Where  an  applicant  appoints  all  of  the 
practitioners  associated  with  a  Customer  Number  as  well  as  a 
list  of  individually  named  practitioners,  such  action  would  be 
treated  as  only  an  appointment  of  all  of  the  practitioners 
associated  with  a  Customer  Number  due  to  the  potential  for 
confusion  and  data  entry  errors  in  entering  registration  num- 
bers from  plural  sources. 

The  following  are  examples  of  language  effective  to  provide 
as  the  correspondence  address  the  address  of,  and  appoint 
those  practitioners  associated  with,  a  Customer  Number: 

1 .  The  following  language  would  be  effective  to  appoint  those 
practitioners  individually  listed,  and  provide  as  the  correspon- 
dence address  the  address  of  Customer  Number  99,999: 

I  hereby  appoint  the  following  practitioners  to  prosecute  this 
application  and  to  transact  all  business  in  the  Patent  and 
Trademark  Office  connected  therewith: 

John  Doe,  Registration  No.  99,991,  Jane  Doe,  Registration 
No.  99.992  and  Richard  Doe,  Registration  No.  99,993. 

Address  all  correspondence  to:  Customer  Number  99,999. 

2.  The  following  language  would  be  effective  to  appoint  those 
practitioners  associated  with,  and  provide  as  the  correspon- 
dence address  the  address  of.  Customer  Number  99,999: 

I  hereby  appoint  the  practitioners  associated  with  the  Cus- 
tomer Number  provided  below  to  prosecute  this  application 
and  to  transact  all  business  in  the  Patent  and  Trademark  Office 
connected  therewith,  and  direct  that  all  correspondence  be 
addressed  to  that  Customer  Number: 

Customer  Number  99,999. 

Response  to  Comments 

Eleven  comments  were  received  in  response  to  the  Payor 
Number  Notice.  The  written  comments  have  been  analyzed, 
and  responses  to  the  comments  follow. 

Comment  (1):  Ten  comments  supported  the  proposed  exten- 
sion of  use  of  the  Payor  Number  practice  to  matters  involving 
pending  patent  applications. 

Response:  In  view  of  the  positive  response  to  this  proposed 
extension  of  use  of  the  Payor  Number  practice  to  matters 
involving  pending  patent  applications,  the  PTO  is  extending 
the  Payor  Number  practice  to  matters  involving  pending  patent 
applications. 

Comment  (2):  One  comment  opposed  combining  the  mainte- 
nance fee  Payor  Number  with  the  practitioner  responsible  for 
the  application  or  patent.  The  comment  argued  that,  in  many 
instances,  a  client  instructs  a  practitioner  that  a  particular 
service  organization  is  responsible  for  the  payment  of  mainte- 
nance fees,  and,  while  the  practitioner  continues  as  counsel  of 
record  and  receives  correspondence  unrelated  to  maintenance 
fees  {e.g.,  reexamination  or  interference  notices),  the  client 
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advises  that  the  practitioner  is  no  longer  responsible  for 
payment  of  the  maintenance  fees  or  even  reminding  the  client 
of  the  due  date  for  paying  such  fees. 

Response:  As  discussed  supra,  the  implemented  "Customer 
Number"  practice  will  not  affect  the  current  practice  of 
providing  a  "fee  address"  for  correspondence  relating  to  the 
payment  of  maintenance  fees.  While  the  current  "Payor  Num- 
bers" will  be  redesignated  as  "Customer  Numbers,"  a  patentee 
will  be  permitted  to  specify  a  "fee  address"  by  reference  to  one 
Customer  Number  {e.g.,  the  Customer  or  Payor  Number  of  a 
maintenance  fee  service  organization)  and  a  correspondence 
address  by  reference  to  another  Customer  Number  {e.g.,  the 
Customer  Number  of  the  attorney  or  agent  of  record).  Desig- 
nating a  "fee  address"  for  maintenance  fee  payment  purposes, 
by  Customer  Number  or  otherwise,  will  not  affect  the  corre- 
spondence address  for  correspondence  unrelated  to  mainte- 
nance fees,  regardless  of  whether  the  coirespondence  address 
is  also  specified  by  a  Customer  Number.  Likewise,  providing  a 
"fee  address"  for  maintenance  fee  payment  purposes,  by 
Customer  Number  or  otherwise,  will  not  afifect  any  previous 
appointments  of  practitioners. 

Comment  (3):  One  comment  cautioned  that  sufficient  safe- 
guards be  built  into  the  system  to  avoid  errors.  Specifically,  the 
comment  cautioned  that:  (1)  a  data  entry  error  in  the  Customer 
Number  in  one  application  (a  key  field  error)  would  result  in 
correspondence  for  that  application  being  sent  to  an  entirely 
different  address;  (2)  a  single  error  in  the  look-up  data  base 
would  result  in  correspondence  for  every  application  designat- 
ing a  particular  Customer  Number  being  sent  to  an  entirely 
different  address;  and  (3)  an  indexing  or  programming  error 
affecting  the  entire  look-  up  data  base  could  result  in  corre- 
spondence for  every  application  designating  any  Customer 
Number  being  sent  to  an  entirely  different  address. 

Response:  Currently,  the  application  number  is  entered  into 
the  PALM  data  base  to  look-up  the  actual  address  {i.e.,  the 
application  number  is  a  key  field).  Thus,  the  risk  of  error  in  the 
improper  entry  of  a  Customer  Number  is  no  greater  than  the 
current  risk  of  error  in  the  improper  entry  of  an  application 
number.  Nevertheless,  the  PTO  endeavors  to  reduce  such 
errors  by  requiring  that  employees  check  the  returned  applica- 
tion data. 

To  avoid  errors  in  information  associated  with  a  Customer 
Number,  the  PTO  will  double  enter  the  Customer  Number 
anytime  there  is  a  change  to  the  information  associated  with 
the  Customer  Number.  In  addition,  the  PTO  is  in  the  process  of 
developing  Customer  Number  bar  code  labels  for  use  on 
incoming  requests  for  changes  to  the  information  associated 
with  a  Customer  Number  to  permit  scanning  and  reduce  data 
entry  errors. 

In  any  event,  errors  in  the  look-up  data  base  would  result  in 
correspondence  for  every  application  designating  a  particular 
Customer  Number  being  sent  to  an  entirely  different  address, 
and  indexing  or  programming  errors  affecting  the  entire 
look-up  data  base  could  result  in  correspondence  for  every 
application  designating  any  Customer  Number  being  sent  to  an 
entirely  different  address.  These  errors  would  result  in  mis- 
mailings  of  such  magnitude  that  it  would  be  readily  apparent  to 
the  attorney,  agent  or  law  firm  of  the  Customer  Number,  if  not 
the  PTO,  that  an  error  has  occurred. 

Comment  (4):  Three  comments  suggested  that  registration 
numbers  be  used  as  Customer  Numbers. 

Response:  The  suggestion  has  not  been  adopted.  The  PTO 
currently  has  a  data  base  of  addresses  {i.e.,  fee  addresses) 
associated  with  the  current  Payor  Numbers  that  will  be 
redesignated  as  "Customer  Numbers."  To  avoid  an  adverse 
impact  on  the  current  fee  address  practice,  the  Customer 
Number  practice  is  being  implemented  using  the  existing  fee 
address  data  base.  Thus,  the  PTO  cannot  use  registration 
numbers  as  Customer  Numbers  since  newly  assigned  Cus- 
tomer Numbers  must  be  compatible  with  the  existing  Payor 
Numbers. 

Comment  (5):  One  comment  suggested  that  a  Power  of 
Attorney  be  permitted  to  include  the  practitioners  associated 
with  a  Customer  Number  and  no  more  than  one  additional 
practitioner.  The  comment  argued  that  clients  will  desire  to 
name  a  responsible  person  in  the  Power  of  Attorney,  and  that 
this  would  also  be  helpful  in  the  event  that  a  practitioner 
withdraws  from  a  law  firm  and  the  client  continues  with  that 
practitioner.  The  comment  cautioned  that  if  this  is  not  permit- 


ted, each  practitioner  will  establish  his  or  her  own  Customer 
Number,  resulting  in  the  appointment  of  a  large  number  of 
Customer  Numbers. 

Response:  The  comment  is  adopted  only  to  the  extent  indi- 
cated. To  accommodate  the  desire  of  a  client  to  see  the 
responsible  person  mentioned  by  name  in  the  Power  of 
Attorney,  a  Power  of  Attorney  appointing  the  practitioners 
associated  with  a  specific  Customer  Number  may  also  specifi- 
cally mention  any  of  the  practitioners  associated  with  such 
Customer  Number.  This  mention  may  designate  the  respon- 
sible practitioner(s)  as  the  principal  attomey(s)  or  agent(s)  in 
the  application.  In  a  Power  of  Attorney  appointing  those 
practitioners  associated  with  a  Customer  Number,  the  specific 
mentioning  of  practitioner(s)  will  be  ineffective  to  appoint  a 
practitioner  not  associated  with  the  Customer  Number. 

As  discussed  supra,  the  entry  of  a  single  Customer  Number, 
rather  than  the  individual  registration  number  of  each  practi- 
tioner, into  the  PALM  system  is  a  primary  benefit  of  permitting 
the  appointment  of  a  list  of  practitioners  by  Customer  Number. 
As  the  individually  listed  practitioner  is  ostensibly  among 
those  practitioners  associated  with  the  Customer  Number 
provided  in  the  Power  of  Attorney,  requiring  the  PTO  to  enter 
the  individual  registration  numbers  of  a  list  of  practitioners 
associated  with  a  Customer  Number,  as  well  as  the  Customer 
Number,  would  frustrate  this  benefit.  Thus,  the  PTO  will  treat 
such  an  appointment  as  an  appointment  of  only  those  practi- 
tioners associated  with  the  Customer  Number. 

Customer  Numbers  are  designed  to  serve  the  dual  purpose 
of  providing  a  correspondence  address,  and  providing  the  Ust 
of  practitioners  appointed  with  a  power  of  attorney.  Due  to  the 
prohibition  against  dual  correspondence  (37  CFR  1.33(a)),  an 
applicant  will  be  permitted  to  provide  only  a  single  number  at 
a  time  as  the  Customer  Number,  and  thus  correspondence 
address,  for  the  application.  In  an  instance  in  which  an 
applicant  provides  more  than  one  Customer  Number,  the  last 
provided  Customer  Number  is  controlling.  Thus,  the  appoint- 
ment of  a  plurality  (much  less  a  large  number)  of  Customer 
Numbers  will  resuU  in  the  PTO  recognizing  only  the  last 
mentioned  Customer  Number.  Apphcants  are  strongly  cau- 
tioned not  to  attempt  to  appoint  more  than  one  Customer 
Number  in  a  single  communication,  as  such  action  will  not 
have  a  cumulative  effect. 

Comment  (6):  Three  comments  suggested  that  in  this  new 
context,  the  term  "Payor  Number"  could  cause  confusion,  and 
would  be  demeaning  to  applicants  and  their  representatives. 

Response:  In  view  of  these  comments,  the  term  "Customer 
Number"  has  been  used  to  describe  the  number  having  an 
address  or  a  list  of  practitioners  associated  with  such  number. 
The  term  "Payor  Number"  was  used  in  the  Payor  Number 
Notice  as  this  term  had  a  specific  meaning  with  regard  to  the 
"fee  address"  for  maintenance  fee  correspondence,  and  thus 
served  to  provide  a  frame  of  reference  for  the  extension  of  such 
practice. 

Comment  (7):  One  comment  suggested  that  the  form  of 
appointment  refer  to  registered  practitioners,  rather  than  attor- 
neys and  agents. 

Response:  The  PTO  does  not  require  any  specific  form  of 
appointment  {i.e.,  the  forms  of  appointment  in  the  Payor 
Number  Notice  were  merely  exemplary).  Nevertheless,  the 
phrase  "practitioner"  is  defined  in  37  CFR  10.  l(r),  and 
"registered  practitioners"  is  considered  preferable  to  "attorneys 
or  agents"  or  "attorneys  and  agents."  As  such,  the  PTO  will 
change  its  standardized  forms  of  appointment  to  refer  to 
"registered  practitioners." 

Comment  (8):  One  comment  questioned  the  form  and  effect  of 
an  appointment  of  all  practitioners  associated  with  a  Customer 
Number.  The  comment  specifically  questioned  whether  the 
practitioner  would  have  to  obtain  a  new  power  of  attorney  in  a 
situation  in  which:  (1)  a  practitioner  is  associated  with  the 
Customer  Number  of  a  law  firm,  and  is  thus  appointed  in  every 
application  appointing  the  practitioners  associated  with  that 
Customer  Number;  (2)  the  practitioner  subsequently  leaves  the 
law  firm;  and  (3)  an  applicant  in  an  application  appointing  the 
practitioners  associated  with  the  law  firm's  Customer  Number 
continues  with  the  practitioner  leaving  the  law  firm. 

Response:  The  practitioner  should  obtain  a  new  power  of 
attorney  to  continue  to  have  a  power  of  attorney  in  the 
application.  An  appointment  in  an  application  of  the  practitio- 
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ners  associated  with  a  particular  Customer  Number  is  the 
appointment  of  each  of  the  practitioners  associated  with  that 
Customer  Number  at  the  time  any  practitioner  associated  with 
such  Customer  Number  seek  to  act  for  the  applicant.  With  such 
an  appointment,  a  practitioner  is  of  record  until  removed  from 
the  Customer  Number  {i.e.,  until  the  practitioner  is  no  longer 
associated  with  the  Customer  Number).  As  the  practitioner's 
former  law  firm  should  promptly  remove  such  practitioner 
from  the  list  of  practitioners  associated  with  the  law  firm's 
Customer  Number,  a  new  power  of  attorney  will  be  necessary 
for  the  practitioner  to  continue  to  have  a  power  of  attorney  in 
the  application. 

In  an  instance  in  which  a  particular  practitioner  in  a  law  firm 
has  a  significant  number  of  clients  who  are  clients  of  the 
practitioner  rather  than  the  law  firm  (i.e.,  clients  who  would 
prefer  to  be  represented  by  the  practitioner,  rather  than  the  law 
firm,  in  the  event  that  the  practitioner  left  the  law  firm),  such 
practitioner  should  consider  estabhshing  a  Customer  Number 
separate  from  the  law  firm's  Customer  Number.  This  would 
permit  the  clients  of  the  practitioner  to  appoint  a  power  of 
attorney  to  the  practitioners  associated  with  the  practitioner's, 
rather  than  the  law  firm's,  Customer  Number.  The  practitioner 
can  list  any  or  all  of  the  practitioners  in  the  law  firm  as 
practitioners  associated  with  the  Customer  Number,  and  can 
change  the  practitioners  associated  with  the  Customer  Number 
in  the  event  that  the  practitioner  left  the  law  firm.  This  would 
avoid  the  necessity  for  a  new  power  of  attorney  in  the  event 
that  the  practitioner  leaves  the  law  firm. 

Comment  (9):  One  comment  suggested  that  the  proposed 
practice  be  extended  to  trademark  applications. 

Response:  The  suggestion  has  been  forwarded  to  the  Assistant 
Commissioner  for  Trademarks  for  consideration. 

Comment  (10):  One  comment  suggested  that  procedures  be 
adopted  such  that  this  number  could  be  utilized  informally  to 
identify  the  source  of  documents  such  as  drawings,  certified 
copies,  etc.,  by  including  this  number  on  the  back  of  the 
document. 

Response:  There  is  no  prohibition  against  using  a  Customer 
Number  on  the  back  of  a  document  to  informally  identify  the 
source  of  the  document.  That  is,  while  37  CFR  1.52(b)  and 
1.84(e)  provide  that  the  application  papers  contain  writing  or 
drawings  only  on  one  side  of  a  sheet,  these  provisions  are 
directed  to  the  writing  and  drawings  forming  the  application 
papers.  Thus,  the  inclusion  of  identifying  information  on  the 
back  of  a  sheet  simply  results  in  that  information  not  being 
considered  part  of  the  application  papers.  However,  the  inclu- 
sion of  a  Customer  Number  to  informally  identify  the  source  of 
a  document  is  not  a  substitute  for  the  inclusion  on  the 
document  of  the  application  number  to  which  the  document  is 
directed.  In  addition,  a  telephone  number  should  also  be 
provided  on  such  document,  as  the  Customer  Number  will  not 
provide  the  telephone  number  (but  only  the  address)  of  the 
source  of  the  document. 

Comment  (11):  One  comment  suggested  that  the  PTO  update 
the  address  of  all  registered  practitioners  in  the  Office  of 
Enrollment  and  Discipline  (OED)  index  by  a  change  in  the 
Customer  Number  address. 

Response:  The  suggestion  has  been  forwarded  to  OED  for 
consideration. 


October  15,  1996 


BRUCE  A.  LEHMAN 

Assistant  Secretary  of  Commerce  and 

Commissioner  of  Patents 

and  Trademarks 

[1191  OG  187] 


(3)  Changes  in  Procedure  for  Papers  Filed 

at  the  Customer  Service  Window 

The  United  States  Patent  and  Trademark  Office  (USPTO)  is 
changing  procedures  for  the  filing  of  papers  at  the  Customer 
Service  Window  (also  known  as  the  Attorneys'  Window) 
located  in  Room  1B03  of  Crystal  Plaza  Building  2,  Arlington, 
Virginia,  22202.  The  USPTO  currently  provides  walk-up, 
personalized  service  to  firms  and  individuals  who  are  filing 
documents  with  the  USPTO  from  8:30  am  until  12:00  midnight 


on  Monday  through  Friday  (except  holidays),  which  includes 
stamping  postcard-type  receipts  to  acknowledge  the  receipt  of 
papers  filed  at  the  Customer  Service  Window. 

The  change  in  procedure  concerns  days  on  which  the 
USPTO  is  closed  during  part  of  the  day  due  to  inclement 
weather  or  other  emergency,  as  well  as  the  day  before 
Christmas  Day  and  the  day  before  New  Year's  Day.  On  these 
days,  the  Customer  Service  Window  will  remain  open  until 
midnight  for  filing  of  papers;  however,  there  may  not  be 
anyone  at  the  Customer  Service  Window  to  stamp  a  postcard- 
type  receipt  to  acknowledge  the  receipt  of  papers.  Rather, 
customers  may  deposit  papers  (envelopes)  through  the  Cus- 
tomer Service  Window  on  such  a  day  until  midnight,  at  which 
time  the  USPTO  will  close  the  Customer  Service  Window,  and 
papers  deposited  through  the  Customer  Service  Window  prior 
to  midnight  will  be  stamped  with  a  date  of  receipt  (37  CFR 
1.6(a))  on  that  day  in  due  course. 


Provisions  are  also  available  for  the  filing  papers  through  the 
use  of  the  certificate  of  mailing  (37  CFR  1.8)  and  the  Express 
Mail  (37  CFR  1.10)  procedures. 


Inquiries  regarding  this  notice  should  be  directed  to  Sally 
Middleton  at  703-308-7825. 


December  18,  2000 


NICHOLAS  P  GODICI 

Commissioner  for  Patents 


[1242  OG  68] 


(4) 


Changes  in  How  Papers  May  be  Filed 
in  the  Patent  and  Trademark  Office 


Beginning  April  21,  1992,  an  improved  service  will  be 
offered  to  people  who  wish  to  file  papers  directly  with  the 
Patent  and  Trademark  Office  (PTO)  by  extending  the  hours  of 
operation  for  the  Attorneys'  Window  located  in  Room  1B03  of 
Crystal  Plaza  Building  2,  Arlington,  Virginia.  The  current 
hours  of  operation  are  from  8:30  a.m.  to  5:00  p.m.,  Monday 
through  Friday,  except  Federal  holidays  within  the  District  of 
Columbia.  The  change  will  extend  the  hours  of  operation  until 
12:00  midnight  on  Monday  through  Friday,  except  holidays, 
on  a  trial  basis.  If,  after  six  months,  usage  does  not  warrant 
retaining  operations  until  midnight,  the  hours  of  operation  will 
be  reduced. 

This  change  will  provide  walk-up,  personalized  service  to 
firms  and  individuals  who  are  filing  documents  with  the  PTO. 
The  PTO  will  continue  to  stamp  postcard-type  receipts  to 
acknowledge  the  receipt  of  papers  filed  at  the  Attorneys' 
Window. 

Also,  effective  on  April  21,  1992,  the  PTO  is  discontinuing 
the  use  of  drop  boxes  in  the  lobby  of  Crystal  Plaza  Building  3, 
Arlington,  Virginia,  and  at  the  main  entrance  of  the  Depart- 
ment of  Commerce  Building,  Washington,  D.C.  (37  CFR 
1.6(c))  as  means  for  receiving  papers. 

These  changes  will  provide  improved  services  with  respect 
to  receipt  and  processing  of  documents  while,  at  the  same  time, 
overcoming  problems  with  the  present  arrangement. 

Problems  encountered  with  the  present  arrangement  for  the 
drop  boxes  have  occasionally  made  it  difficult  to  determine  the 
dates  of  actual  deposit  of  papers.  For  example,  there  have  been 
many  incidents  of  papers  being  found  outside  of  the  drop 
boxes  (e.g.,  on  the  floor  of  the  main  lobby  of  the  Department 
of  Commerce  Building,  on  the  guard's  desk,  on  a  nearby  table, 
etc.).  On  occasion,  the  PTO  and/or  filers  have  been  denied 
access  to  the  drop  box  at  the  Department  of  Commerce  by 
building  security  guards  due  to  a  special  event  taking  place  in 
the  lobby. 

Provisions  are  also  available  for  filing  papers  through  the 
use  of  the  certificate  of  mailing  (37  CFR  1.8)  and  the  Express 
Mail  (37  CFR  1.10)  procedures. 


March  17,  1992 


HARRY  F  MANBECK,  Jr. 

Assistant  Secretary  and  Commissioner 

of  Patents  and  Trademarks 
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JAMES  E.  ROGAN,  Under  Secretary  of  Commerce  for  Intellectual  Property  and 

Director  of  the  United  States  Patent  and  Trademark  Ofi&ce 

NICHOLAS  P  GODICI,  Commissioner  for  Patents 

ESTHER  M.  KEPPLINGER,  Deputy  Commissioner  for  Patent  Operations 

STEPHEN  G.  KUNESf,  Deputy  Commissioner  for  Patent  Examination  Policy 

EDWARD  R.  KAZENSKE,  Deputy  Commissioner  for  Patent  Resources  and  Planning 


TECHNOLOGY  CENTERS 


CUSTOMER  SERVICE 

TELEPHONE  and  FAX 

NUMBERS 

AREA  CODE  703 


AVERAGE 

FILING  DATE  OF 

APPLICATIONS 

RECEIVING  A 

FIRST  OFHCE 

ACTION  IN  THE 

LASTS 

MONTHS* 


1600     BIOTECHNOLOGY,  ORGANIC 

1610     Organic  chemistry:  bio-affecting,  body 

treating,  drug  dehvery,  steroids,  herbicides, 
cosmetics,  and  drugs 

1620     Organic  chemistry 

1630    Molecular  biology,  bioinformatics,  nucleic  acids, 

recombinant  DNA  and  RNA,  Gene  regulation, 

gene  therapy,  nucleic  acid  amplification,  animals 

and  recombinant  plants, 

combinatorial/computational  chemistry. 
1640     Immunology,  receptor/ligands,  cytokines, 

recombinant  hormones,  and  molecular  biology 

thereof 
1650     Fermentation,  microbiology,  isolated  and 

recombinant  proteins/enzymes 
1660     Plants 


1700     CHEMICAL,  MATERIALS  ENGINEERING 

1710     Synthetic  resins 

1720     Fluid  separation  and  agitation,  metal  foundry, 

welding,  plastic  molding  apparatus,  fuels  and 

related  compositions 
1730    Glass  and  paper  making,  tobacco,  non-metallic 

molding,  adhesive  bonding,  tires  and  coating 

apparatus 
1740     Metallurgy,  electrochemistry,  cleaning, 

disinfecting,  sterilizing,  analytical  chemistry  and 

wave  energy 
1750    Chemical  products  and  processes,  solar  cells 

and  sputtering  apparatuses 
1760     Food  technology,  petroleum  processing,  coating 

and  etching 
1770     Stock  materials  and  miscellaneous  articles 


308-0198 
FAX  872-9305 

308-0198 
FAX  872-9305 

308-0198 
FAX  872-9305 


308-0198 
FAX  872-9305 

308-0198 
FAX  872-9305 

308-0198 
FAX  872-9305 


306-5665 
FAX  872-9309 

306-5665 
FAX  872-9309 

306-5665 
FAX  872-9309 

306-5665 
FAX  872-9309 

306-5665 
FAX  872-9309 

306-5665 
FAX  872-9309 

306-5665 
FAX  872-9309 


2100     COMPUTER  ARCHITECTURE  SOFTWARE  AND  INFORMATION  SECURITY 


2120  Miscellaneous  computer  applications 

2130  Cryptography,  security 

2140/  Computer  networks 

2150 

2170  Graphical  user  interface,  data  bases 

2180  Computer  architecture 

2600  COMMUNICATIONS 

2610  Television 

2620  Image  analysis,  fax 

2630  Digital,  optical,  and  general  communications 


306-5631 
FAX  746-7240 

306-5631 
FAX  746-7240 

306-5631 
FAX  746-7240 

306-5631 
FAX  746-7240 

306-5631 
FAX  746-7240 


306-0377 
FAX  872-9313 

306-0377 
FAX  872-9313 

306-0377 
FAX  872-9313 


08/21/02 

09/28/02 
01/11/02 

02/28/02 

02/21/02 
12/15/02 

06/28/02 
06/26/02 

02/26/02 

02/05/02 

05/18/02 
05/02/02 
07/02/02 

04/21/01 
10/02/00 
09/18/00 
03/11/01 
05/11/01 

10/08/00 
12/15/00 
06/28/01 
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CUSTOMER  SERVICE 

TELEPHONE  and  FAX 

NUMBERS 

AREA  CODE  703 


AVERAGE 

FILING  DATE  OF 

APPLICATIONS 

RECEIVING  A 

FIRST  OFFICE 

ACTION  IN  THE 

LAST  3 

MONTHS* 


2640  Audio,  speech  processing  and  wired  telephone 

2650  Dynamic  information  storage  and  retrieval 

2660  Mutiplex  communication 

2670  Computer  graphics  and  display  systems 

2680  Radio  Telecommunications 


306-0377 
FAX  872-9313 

306-0377 
FAX  872-9313 

306-0377 
FAX  872-9313 

306-0377 
FAX  872-9313 

306-0377 
FAX  872-9313 


06/02/01 
09/26/01 
09/26/01 
10/31/01 
04/30/01 


2800    SEMICONDUCTORS,  ELECTRICAL  AND  OPTICAL  SYSTEMS  AND  COMPONENTS 


2810  Static  memory  and  digital  logic 

2820  Semiconductors  and  electrical  circuits 

2830/  Power  generation  and  distribution,  music, 

2840  electrical  components  and  control  circuits 

2850/  Photocopying,  recorders,  measuring  and  testing, 

2860  printing 

2870/  Liquid  crystals,  optical  elements,  optical 

2880  systems,  fiber  optics,  lasers,  electric  lamps, 

registers,  optics  measuring  and  radiant  energy 


306-3329 
FAX  872-9317 

306-3329 
FAX  872-9317 

306-3329 
FAX  872-9317 

306-3329 
FAX  872-9317 

306-3329 
FAX  872-9317 


10/11/02 
08/21/02 
08/18/02 
06/21/02 
06/11/02 


3600     TRANSPORTATION,  ELECTRONIC  COMMERCE,  CONSTRUCTION,  AGRICULTURE, 
LICENSING  AND  REVIEW 


3610  Surface  transportation 
3620  Electronic  Commerce 
3630     Static  structures,  supports  and  fumimre 

3640     Aeronautics,  agriculture,  fishing,  trapping, 

vermin  destroying,  plant  and  animal  husbandry, 
weaponry,  nuclear  systems  and  licensing  & 
review 

3650     Material  handling  and  article  handling 

3660    Computerized  vehicle  controls  and  navigation, 
radio  wave  optical  and  acoustic  wave 
communication 

3670    Wells,  earth  boring/moving/working,  excavating, 
mining,  harvesters,  bridges,  roads,  petroleum, 
closures,  connections,  and  miscellaneous 
hardware 

3680    Machine  elements  and  power  transmissions 


306-5771 
FAX  305-7658 

306-5771 
FAX  305-7658 

306-5771 
FAX  305-7658 

306-5771 
FAX  305-7658 


306-5771 
FAX  305-7658 

306-5771 
FAX  305-7658 

306-5771 
FAX  305-7658 


306-5771 
FAX  305-7658 


08/28/02 
01/21/01 
09/18/02 
11/05/02 

06/28/02 
09/05/02 

08/26/02 
08/28/02 


3700/  MECHANICAL  ENGINEERING,  MANUFACTURING  AND  PRODUCTS,  DESIGNS 
2900 


3710    Amusement  and  education  devices 

3720    Packages  and  containers,  manufacturing  devices 

and  processes,  machine  tools  and  hand  tools 
3730     Medical  instruments,  diagnostic  equipment, 

treatment  devices,  surgery  and  surgical  supplies 
3740     Thermal  and  combustion  technology,  motive 

and  fluid  power  systems 
3750     Fluid  handling  and  dispensing,  and  Textile 

Manufacturing  and  Apparel 
3760     Body  treatment,  kinestherapy,  and  exercising 

2900     Designs 


306-5648 
FAX  872-9301 

306-5648 
FAX  872-9301 

306-5648 
FAX  872-9301 

306-5648 
FAX  872-9301 

306-5648 
FAX  872-9301 

306-5648 
FAX  872-9301 

306-5648 
FAX  872-9321 


08/18/02 
07/02/02 
04/26/02 
07/31/02 
07/26/02 
07/26/02 
01/28/03 


*  The  information  provided  above  reflects  an  average  for  the  workgroup.  If  you  need  more  specific  information  about  an  individual  application, 
please  call  the  appropriate  customer  service  office  above. 
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1600d  BIOTECHNOLOGY,  ORGANIC 

1610     Organic  chemistry,  bio-affecting  and  body 

treating  composition 
1620     Carbohydrates,  Nonheterocyclic  Chemistry  and 

Uses 
1630     Recombinant  molecular  and  microbiology, 

multicellular  organisms 
1640  Immunology  and  Plants 
1650     Non-recombinant  molecular  and  microbiology, 

non-immuno  proteins  and  peptides 
1660     Asexually  Propagated  Plants 


John  J.  Doll 

Bruce  Kisliuk 

John  J.  Doll 

Jasemine  Chambers 
Bruce  Kisliuk 

Jasemine  Chambers 


1700     CHEMICAL,  MATERIALS  ENGINEERING 


1710 
1720 


1730 


1740 


1750 


1760 


1770 


Synthetic  resins 

Fluid  separation  and  agitation,  metal  foundry, 

welding,  plastic  modeling  apparatus,  fiiels  and 

related  compositions 

Glass  and  paper  making,  tobacco,  non-metalhc 

molding,  adhesive  bonding,  tires  and  coating 

apparatus 

Metallurgy,  electrochemistry,  cleaning, 

disinfecting,  sterihzing,  analytical  chemistry  and 

wave  energy 

Chemical  products  and  processes,  solar  cells 

and  sputtering  apparatuses 

Food  technology,  petroleum  processing,  coating 

and  etching 

Stock  materials  and  miscellaneous  articles 


Mary  Lee 
Mary  Lee 


Mary  Lee 

Michael  Ball 

Michael  Ball 
Jacqueline  M.  Stone 
Jacqueline  M.  Stone 


2100     COMPUTER  ARCHITECTURE  SOFTWARE  AND  INFORMATION  SECURITY 


2120  Miscellaneous  computer  applications 

2130  Cryptography,  security 

2140  Computer  networks 

2150  Computer  networks 

2170  Graphical  user  interface,  data  bases 

2180  Computer  architecture 


Peter  Wong 
Margaret  A.  Focarino 
Margaret  A.  Focarino 

Peter  Wong 
Margaret  A.  Focarino 

Stewart  Levy 


2600  COMMUNICATIONS 

2610  Television 

2620  Image  analysis,  fax 

2630  Digital,  optical,  and  general  communications 

2640  Audio  and  wired  telephone 

2650  Speech  Processing,  Dynamic  Information 

Storage  &  Retrieval 

2660  Mutiplex  communications 

2670  Computer  graphics  and  display  systems 

2680  Radio  Telecommunications 


Allen  MacDonald 
Joseph  J.  RoUa 
Jin  F.  Ng 
Mark  Powell 
Mark  Powell 

Jin  F.  Ng 
Joseph  J.  Rolla 
Allen  MacDonald 


2800     SEMICONDUCTORS,  ELECTRICAL  AND  OPTICAL  SYSTEMS  AND  COMPONENTS 


2810  Static  memory  and  digital  logic 

2820  Semiconductors  and  electrical  circuits 

2830/  Power  generation  and  distribution,  music, 

2840  electrical  components  and  control  circuits 

2850/  Photocopying,  recorders,  measuring  and  testing, 

2860  printing 

2870/  Liquid  crystals,  optical  elements,  optical 

2880  systems,  fiber  optics,  lasers,  electric  lamps, 

registers,  optics  measuring  and  radiant  energy 

3600     TRANSPORTATION,  ELECTRONIC  COMMERCE,  CONSTRUCTION,  AGRICULTURE,  LICENSING  AND 
REVIEW 


Sharon  Gibson 
James  L.  Dwyer 
Richard  Seidel 

Howard  Goldberg 

Janice  A.  Falcone 


3610  Surface  transportation 
3620  Electronic  Commerce 
3630     Static  structures,  supports  and  furniture 


Robert  Oberleitner 
John  Love 
John  Love 
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3640     Aeronautics,  agriculture,  fishing,  trapping, 

vermin  destroying,  plant  and  animal  husbandry, 
weaponry,  nuclear  systems  and  licensing  & 
review 

3650    Material  and  article  handling 

3660     Computerized  vehicle  controls  and  navigation, 
radio  wave  and  acoustic  wave  communication 

3670    Wells,  earth  boring/moving/working,  excavating, 
mining  harvesters,  bridges,  roads,  petroleum, 
closures,  connections,  and  miscellaneous 
hardware 

3680    Machine  elements  and  power  transmissions 


Donald  Hajec 

Robert  Oberleitner 
Donald  Hajec 
Donald  Hajec 

Robert  Oberleitner 


3700/ 
2900 

3710 
3720 

3730 

3740 

3750 
3760 

2900 


MECHANICAL  ENGINEERING,  MANUFACTURING  AND  PRODUCTS,  DESIGNS 


Amusement  and  education  devices 

Packages  and  containers,  manufacturing  devices 

and  processes,  machine  tools  and  hand  tools 

Medical  instruments,  diagnostic  equipment, 

treatment  devices,  surgery  and  surgical  supplies 

Thermal  and  combustion  technology,  motive 

and  fluid  power  systems 

Fluid  handling  and  dispensing 

Body  treatment,  kinestherapy,  exercising,  textile 

manufacturing  and  apparel 

Designs 


Ethel  Rollins-Cross 
Ethel  Rollins-Cross 

John  E.  Kittle 

Richard  Bertsch 

Richard  Bertsch 
John  E.  Kitde 

John  E.  Kittle 


^^)  DEPARTMENT  OF  COMMERCE 

United  States  Patent  and  Trademark  OflBce 

37  CFR  Parts  1,  2,  3,  4,  5,  102,  104,  and  150 

[Docket  No.:  2003-P-Oll] 

Correspondence  with  the 
United  States  Patent  and  Trademark  Office 

AGENCY:  United  States  Patent  and  Trademark  Office,  Com- 
merce. 

ACTION:  Final  rule;  Nomenclature  change. 

SUMMARY:  The  United  States  Patent  and  Trademark  Office 
(Office)  is  revising  the  rules  of  practice  to  change  the  address 
for  certain  correspondence  with  the  Office.  The  Office  is 
preparing  to  move  to  Alexandria,  Virginia.  The  Office  is 
changing  certain  correspondence  addresses  so  that  all  corre- 
spondence with  the  Office  will  now  be  routed  through  a  United 
States  Postal  Service  (USPS)  facility  that  is  more  conveniently 
located  to  the  Office.  In  addition,  the  Office  is  also  changing 
the  titles  of  Office  officials  as  set  forth  in  the  rules  of  practice 
for  consistency  with  the  titles  provided  in  the  American 
Inventors  Protection  Act  of  1999. 

EFFECTIVE  DATE:  The  changes  in  this  final  mle  are 
effective  May  1,  2003. 

FOR  FURTHER  INFORMATION  CONTACT:  Darnell  M 
Jayne,  Legal  Advisor,  Office  of  Patent  Legal  Administration, 
by  telephone  at  (703)  308-6906,  or  by  facsimile  at  (703) 
746-3580. 

SUPPLEMENTARY  INFORMATION:  The  Office  changed 
the  address  for  trademark-related  cortespondence  in  December 
of  1996.  See  Communications  with  the  Patent  and  Trademark 
Office,  61  FR  56439  (Nov.  1,  1996),  1192  Off.  Gaz.  Pat.  Office 
95  (Nov.  26,  1996)  (final  rule).  With  this  change,  trademark- 
related  cortespondence  with  the  Office  was  routed  through  a 
USPS  facility  in  Virginia,  and  most  other  cortespondence  with 
the  Office  was  routed  through  a  USPS  faciUty  in  the  District  of 
Columbia.  The  Office  is  curtently  in  the  process  of  moving  its 
principal  office  from  Arlington,  Virginia  to  Alexandria,  Vir- 
ginia. Since  a  USPS  facility  in  Virginia  is  more  conveniently 
located  to  the  site  of  the  Office's  future  principal  office  in 
Alexandria,  Virginia,  the  Office  is  changing  its  cortespondence 
addresses  (other  than  for  trademark-related  cortespondence)  so 


that  all  cortespondence  with  the  Office  will  now  be  routed 
through  a  USPS  facility  in  Virginia.  In  addition,  selection  of  a 
USPS  facility  in  Virginia  as  the  new  cortespondence  address  is 
appropriate  because  the  Office  maintains  and  will  continue  to 
maintain  its  principal  office  in  Northern  Virginia. 

General  Mailing  Addresses:  The  Office's  three  separate 
general  mailing  addresses  are  now  as  follows:  (1)  For  corte- 
spondence processed  by  the  organizations  reporting  to  the 
Commissioner  for  Patents:  Commissioner  for  Patents,  PO  Box 
1450,  Alexandria,  Virginia  22313-1450;  (2)  For  cortespon- 
dence processed  by  the  organizations  reporting  to  the  Com- 
missioner for  Trademarks  or  the  Trademark  Trial  and  Appeal 
Board:  Commissioner  for  Trademarks,  2900  Crystal  Drive, 
Arlington,  Virginia  22202-3513;  and  (3)  For  other  cortespon- 
dence (including  patent  and  trademark  documents  sent  to  the 
Assignment  Division  for  recordation  and  requests  for  certified 
or  uncertified  copies  of  patent  or  trademark  documents): 
Director  of  the  United  States  Patent  and  Trademark  Office,  PO 
Box  1450,  Alexandria,  Virginia  22313-1450. 

The  above  addresses  are  the  Office's  three  general  mailing 
addresses.  The  Office  has  separate  mailing  addresses  for 
certain  cortespondence:  e.g.,  (1)  Certain  court-related  corte- 
spondence {e.g.,  a  summons  and  complaint)  being  delivered  to 
the  Office  via  the  USPS  must  be  addressed:  General  Counsel, 
United  States  Patent  and  Trademark  Office,  PO  Box  15667, 
Arlington,  Virginia  22215  (§  104.2);  (2)  cortespondence  di- 
rected to  the  counsel  for  the  Office  of  Enrollment  and  Disci- 
pline (OED)  Director  relating  to  disciplinary  proceedings 
pending  before  an  Administrative  Law  Judge  or  the  Director 
must  be  addressed:  Office  of  the  Solicitor,  PO  Box  16116, 
Arlington,  Virginia  22215;  (3)  payments  of  maintenance  fees 
in  patents  being  dehvered  to  the  Office  via  the  USPS  should  be 
addressed:  United  States  Patent  and  Trademark  Office,  PO  Box 
371611,  Pittsburgh,  Pennsylvania  15250-1611;  and  (4)  a  de- 
posit account  replenishment  being  delivered  to  the  Office  via 
the  USPS  should  be  addressed:  Director  of  the  United  States 
Patent  and  Trademark  Office,  PO  Box  70541,  Chicago,  Illinois 
60673.  Persons  filing  cortespondence  with  the  Office  should 
check  the  rules  of  practice,  the  Official  Gazette,  or  the  Office's 
Internet  Web  site  {http://www.uspto.gov)  to  determine  the 
appropriate  mailing  address  for  such  cortespondence. 

The  Office  appreciates  that  it  will  take  some  period  of  time 
before  all  persons  filing  cortespondence  with  the  Office  be- 
come accustomed  to  these  address  changes.  The  Office  plans  to 
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arrange  for  continued  delivery  of  correspondence  addressed  to 
the  Office's  former  Washington,  DC  20231  address  as  a 
courtesy  for  a  limited  period  of  time.  The  Office,  however,  has 
been  experiencing  delays  and  other  problems  with  correspon- 
dence routed  through  the  USPS  facility  at  Brentwood.  See 
Processing  of,  and  Requirements  for,  the  Filing  of  Duplicate 
Applications  and  Papers  in  Patent  Applications  in  view  of 
USPS  Mail  Delays,  1254  Off.  Gaz-  Pat.  Office  92  (Jan.  15, 
2002).  Any  correspondence  addressed  to  the  Office's  former 
Washington,  DC  20231  address  that  is  delivered  to  the  Office 
will  still  be  subject  to  the  delays  and  other  problems  associated 
with  correspondence  that  is  routed  through  the  USPS  facility  at 
Brentwood. 

In  November  of  2001,  the  Office  also  established  a  Post 
Office  Box  in  Arlington,  Virginia  (PO  Box  2327,  Arlington, 
Virginia  22202)  for  use  on  an  emergency  basis,  and  indicated 
that  it  would  continue  to  accept  patent-related  correspondence 
at  this  Arlington,  Virginia  Post  Office  Box  and  treat  such 
correspondence  as  if  it  were  addressed  as  set  forth  in  37  CFR 
1.1  for  purposes  of  37  CFR  1.8  and  1.10  until  further  notice. 
See  Termination  of  the  Suspension  of  the  "Express  Mail" 
Service  of  United  States  Postal  Service  for  mail  addressed  to 
ZIP  Codes  202xx  through  205xx,  1254  Off.  Gaz.  Pat.  Office  33 
(Jan.  1,  2002).  The  Office  is  hereby  providing  notice  that 
persons  submitting  correspondence  to  the  Office  should  no 
longer  use  this  Arlington,  Virginia  Post  Office  Box  for  any 
correspondence  (including  sequence  listings  in  electronic  for- 
mat) after  May  1,  2003. 

In  addition,  the  Office  is  changing  the  various  special  Box 
designations  to  corresponding  Mail  Stop  designations  (e.g., 
"Box  4"  will  now  be  "Mail  Stop  4").  Since  the  address  for 
certain  correspondence  includes  a  Post  Office  Box  number,  the 
continued  use  of  special  Box  designations  in  the  address  might 
have  resulted  in  confusion  between  the  Post  Office  Box 
number  and  the  special  Box  designation  (especially  when  the 
special  Box  designation  is  a  box  number). 

Finally,  the  titles  "Commissioner  of  Patents  and  Trade- 
marks," "Assistant  Commissioner  for  Patents,"  and  "Assistant 
Commissioner  for  Trademarks"  were  changed  to  "Under 
Secretary  of  Commerce  for  Intellectual  Property  and  Director 
of  the  United  States  Patent  and  Trademark  Office,"  "Commis- 
sioner for  Patents,"  and  "Commissioner  for  Trademarks," 
respectively,  in  §  4713  of  the  American  Inventors  Protection 
Act  of  1999  (AIPA).  See  Pub.  L.  106-113,  113  Stat.  1501, 
1501A-575  through  1501A-577  (1999). 

This  final  rule  also  revises  the  rules  of  practice  (with  the 
exception  of  37  CFR  part  10)  to  reflect  the  current  titles  of 
Office  officials  as  provided  for  in  the  AIPA. 

Discussion  of  Specific  Rules 

Title  37  of  the  Code  of  Federal  Regulations,  is  amended  as 
follows: 

Part  J:  Part  1  is  amended  to:  (1)  Change  each  reference  to 
"Commissioner"  to  read  "Director";  and  (2)  change  each 
reference  to  "Commissioner's"  to  read  "Director's". 

Section  1.1  is  amended  to:  (1)  Change  the  address  for 
general  correspondence  to:  Director  of  the  United  States  Patent 
and  Trademark  Office,  PO.  Box  1450,  Alexandria,  Virginia 
22313-1450  (with  Mail  Stop  designations  as  appropriate);  (2) 
change  the  address  for  patent-related  correspondence  to:  Com- 
missioner for  Patents,  PO.  Box  1450,  Alexandria,  Virginia 
22313-1450;  and  (3)  add  paragraph  headings. 

Section  1.1(a)  is  also  amended  to:  (1)  Place  the  mailing 
address  for  all  Office  of  Public  Records  correspondence 
concerning  both  patents  and  trademarks  (documents  to  be 
recorded  by  Assignment  Services  Division  and  requests  for 
certified  or  uncertified  copies  of  patent  or  trademark  docu- 
ments) in  a  new  §  1.1(a)(4);  and  (2)  eliminate  the  reference  to 
the  coupon  orders  as  coupon  practice  was  abolished  in  No- 
vember of  2000  {see  Changes  to  Implement  Eighteen-Month 
Publication  of  Patent  Applications,  65  FR  57023,  57030  (Sept. 
20,  2000),  1239  Off.  Gaz.  Pat.  Office  63,  69  (Oct.  10,  2000) 
(final  rule)). 


Section  1 . 1  (a)  is  also  amended  to  provide  that  all  correspon- 
dence in  an  application  involved  in  an  appeal  to  the  Board  of 
Patent  Appeals  and  Interferences  (Board)  during  the  period 
from  when  an  appeal  docketing  notice  is  issued  until  a  decision 
has  been  rendered  by  the  Board  as  well  as  any  request  for 
rehearing  of  a  decision  by  the  Board  should  be  mailed  to: 
Board  of  Patent  Appeals  and  Interferences,  United  States 
Patent  and  Trademark  Office,  PO  Box  1450,  Alexandria, 
Virginia  22313-1450.  An  appeal  docketing  notice  is  issued  by 
the  Board  to  notify  the  applicant  that  an  appeal  is  ready  for 
docketing  at  the  Board.  See  Revised  Docketing  Procedures  for 
Appeals  Arriving  at  the  Board  of  Patent  Appeals  and  Interfer- 
ences, 1260  Off.  Gaz.  Pat.  Office  18  (July  2,  2002).  Section 
1 . 1(a)  is  also  amended  to  provide  that  notices  of  appeal,  appeal 
briefs,  reply  briefs,  requests  for  oral  hearing,  as  well  as  all 
other  correspondence  in  an  application  involved  in  an  appeal  to 
the  Board  not  otherwise  provided  for  should  be  addressed  as 
set  out  in  §  l.l(a)(l)(i)  (i.e..  Commissioner  for  Patents,  PO 
Box  1450,  Alexandria,  Virginia  22313-1450).  Section  1.1(a)  is 
also  amended  to  include  the  provisions  formerly  located  in  § 
1.1(e)  concerning  patent  interference  correspondence,  namely 
that  except  as  an  administrative  patent  judge  or  the  Board  may 
otherwise  direct,  all  correspondence  relating  to  patent  interfer- 
ences, or  relating  to  patent  applications  or  patents  involved  in 
an  interference,  should  be  mailed  to:  Mail  Stop  INTERFER- 
ENCE, Board  of  Patent  Appeals  and  Interferences,  United 
States  Patent  and  Trademark  Office,  PO  Box  1450,  Alexandria, 
Virginia  22313-1450. 

Sections  1.1(f)  and  1.1  (i)  are  redesignated  as  §§  1.1(e)  and 
1.19(f),  respectively.  As  discussed  above,  the  provisions  of  § 
1.1(e)  are  now  located  in  §  l.l(a)(l)(iii).  Section  1.1(g)  was 
formerly  reserved  and  §  1.1(h)  is  now  deleted.  Section  1.1(h) 
provided  that  an  applicant  should  use  "Box  ITU"  as  part  of  the 
address  when  an  applicant  or  the  applicant's  representative 
submits  a  statement  of  use  under  §  2.88,  or  a  request  for 
extension  of  time  to  file  a  statement  of  use  under  §  2.89.  With 
this  change,  a  statement  of  use  and  a  request  for  an  extension 
of  time  to  file  a  statement  of  use  will  be  considered  properly 
filed  if  addressed  to  the  general  address  for  trademark  docu- 
ments in  compliance  with  §  l.l(a)(2)(i):  Commissioner  for 
Trademarks,  2900  Crystal  Drive,  Arlington,  Virginia  22202- 
3513.  The  Office  is  eliminating  Box  ITU  because  the  Office's 
experience  has  been  that  the  use  of  that  box  is  not  helpful  in 
sorting  mail. 

Section  1 .6(b)  is  removed  and  reserved.  The  USPS  no  longer 
maintains  a  "pouch"  for  correspondence  addressed  to  the 
United  States  Patent  and  Trademark  Office,  and  the  USPS  does 
not  segregate  correspondence  addressed  to  the  United  States 
Patent  and  Trademark  Office  on  the  basis  of  the  date  of  its 
receipt  by  the  USPS. 

Section  1.9  is  amended  to  add  a  paragraph  (j)  to  define 
Director  as  used  in  37  CFR  chapter  I,  except  for  37  CFR  part 
10,  as  meaning  the  Under  Secretary  of  Commerce  for  Intel- 
lectual Property  and  Director  of  the  United  States  Patent  and 
Trademark  Office.  37  CFR  part  10  currently  defines  "Director" 
as  meaning  the  Director  of  the  Office  of  Enrollment  and 
Disciphne.  The  Office  plans  to  propose  changes  to  part  10  in  a 
separate  rule  making,  and  also  plans  to  change  the  use  of 
"Director"  in  part  10  for  consistency  with  the  remaining 
provisions  of  37  CFR  chapter  I  as  part  of  that  rule  making  (at 
which  time  the  phrase  "except  for  part  10"  will  be  deleted  from 

§  i.9(i)). 

Section  1.15  is  removed  and  reserved  as  its  provisions  have 
been  supplanted  by  the  provisions  of  part  102. 

Section  1.25  is  amended  by  adding  a  paragraph  (c),  which 
specifies  how  a  deposit  account  holder  may  submit  a  payment 
to  the  Office  to  replenish  the  deposit  account.  A  payment  to 
replenish  a  deposit  account  may  be  submitted  by  making  the 
payment  by  electronic  funds  transfer  through  the  Federal 
Reserve  Fedwire  System.  Deposit  account  holders  who  want  to 
use  the  Federal  Reserve  Fedwire  System  must  provide  the 
following  information  to  their  bank  or  financial  institution:  (1) 
Name  of  the  Bank,  which  is  Treas  NYC  (Treasury  New  York 
City);  (2)  Bank  Routing  Code,  which  is  021030004;  (3)  United 
States  Patent  and  Trademark  Office  account  number  with  the 
Department  of  the  Treasury,  which  is  13100001;  and  (4)  the 
deposit  account  holder's  company  name  and  deposit  account 
number.  The  deposit  account  holder  should  inform  his  or  her 
bank  or  financial  institution  to  use  due  care  to  ensure  that  all 
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pertinent  account  numbers  are  listed  on  the  transaction  because 
the  failure  to  include  the  proper  deposit  account  number  will 
delay  the  processing  of  the  replenishment.  A  second  method  of 
making  a  payment  to  replenish  a  deposit  account  is  by  credit 
card  or  electronic  funds  transfer  over  the  Office's  Internet  Web 
site  {www.uspto.gov).  Specifically,  from  the  Office's  Web  site 
homepage  {www.uspto.gov),  click  on  the  "Online  Business" 
tab.  and  then  click  the  "Revenue  Accounting  &  Management" 
tab,  and  then  click  the  "Maintain  USPTO  Deposit  Accounts" 
tab.  A  third  method  of  making  a  payment  to  replenish  a  deposit 
account  is  by  mailing  the  payment  with  the  USPS  to:  Director 
of  the  United  States  Patent  and  Trademark  Office,  PO  Box 
70541,  Chicago,  Illinois  60673.  Finally,  a  fourth  method  of 
making  a  payment  to  replenish  a  deposit  account  is  by  mailing 
the  payment  with  a  private  delivery  service  or  hand-carrying 
the  payment  to:  Director  of  the  United  States  Patent  and 
Trademark  Office,  Deposit  Accounts,  One  Crystal  Park,  2011 
Crystal  Drive,  Suite  307,  Arlington,  Virginia  22202. 

Further  information  on  deposit  account  replenishment  may 
be  obtained  from  the  Office's  Internet  Web  site  {http://ww.usp- 
to.gov/web/offices/ac/comp/fin/electron.htm),  or  by  contacting 
the  Deposit  Account  Division  at  703-305-4631. 

Section  1.51(a)  is  amended  to  change  "Commissioner  of 
Patents  and  Trademarks"  to  "Director  of  the  United  States 
Patent  and  Trademark  Office"  for  consistency  with  the  change 
in  nomenclature. 

Sections  1.53(d)(9),  1.417,  and  1.434(a)  are  amended  to 
change  their  special  Box  designations  to  corresponding  Mail 
Stop  designations. 

Section  1.302(c)  is  amended  to  provide  that  notices  of 
appeal  directed  to  the  Director  shall  be  mailed  to  or  served  by 
hand  on  the  General  Counsel  as  provided  in  §  104.2. 

Section  1.434(d)(2)  is  amended  to  correct  a  grammatical 
error. 

Section  1.480(b)  is  amended  to  change  its  special  Box 
designation  to  a  corresponding  Mail  Stop  designation.  Section 
1.480(b)  is  also  amended  to  add  a  reference  to  PCT  Rule  53 
(which  provides  for  Demands  under  the  PCT). 

Section  1.627(a)  is  amended  to  change  the  reference  to  § 
1.1(e)  to  a  reference  to  §  l.l(a)(l)(iii)  for  consistency  with  the 
changes  to  §  1.1. 

Section  1.676(d)  is  amended  to  change  the  address  to  the 
correspondence  address  set  out  in  §  l.l(a)(l)(iii). 

Section  1.740(a)(13)  is  amended  to  change  "Commissioner 
of  Patents  and  Trademarks"  to  "Director  of  the  United  States 
Patent  and  Trademark  Office"  for  consistency  with  the  change 
in  nomenclature. 

Part  2:  Part  2  is  amended  to  change  each  reference  to 
"Commissioner"  to  read  "Director". 


Section  4.6  is  amended  to  change  the  address  for  complaints 
concerning  registered  patent  attorneys  or  agents  to:  Mail  Stop 
OED,  Director  of  the  United  States  Patent  and  Trademark 
Office,  PO  Box  1450,  Alexandria,  Virginia  22313-1450. 

Part  5:  Part  5  is  amended  to  change  each  reference  to 
"Commissioner  of  Patents  and  Trademarks"  or  "Commis- 
sioner" to  read  "Commissioner  for  Patents".  Section 
4732(a)(10)(B)  of  the  AIPA  amended  35  U.S.C.  chapter  17  to 
change  "Commissioner"  to  "Commissioner  of  Patents"  {sic) 
rather  than  "Director".  See  113  Stat,  at  1501A-582.  Therefore, 
the  Office  is  amending  part  5  to  change  each  reference  to 
"Coinmissioner  of  Patents  and  Trademarks"  or  "Commis- 
sioner" to  read  "Commissioner  for  Patents"  (rather  than 
"Director")  for  consistency  with  section  4732(a)(10)(B)  of  the 
AIPA. 

Section  5.1(a)  is  amended  to  change  the  address  to:  Com- 
missioner for  Patents  (Attention  Licensing  and  Review),  PO 
Box  1450,  Alexandria,  Virginia  22313-1450. 

Part  102:  Sections  102.1(b),  102.4(a),  102.10(b),  102.23(a), 
102.24(a),  and  102.29(b)  are  amended  to  change  the  address 
to:  United  States  Patent  and  Trademark  Office,  PO  Box  1450, 
Alexandria,  Virginia  22313-1450  (with  headings  as  appropri- 
ate). Sections  102.1(b),  102.23(a),  and  102.24(a)  are  also 
amended  to  indicate  that  correspondence  being  delivered  by 
hand  should  be  delivered  to  Two  Crystal  Park,  2121  Crystal 
Drive,  Suite  905,  Arlington,  Virginia. 

Part  104:  Section  104.1  is  amended  to  define  "Director"  as 
meaning  the  Under  Secretary  of  Commerce  for  Intellectual 
Property  and  Director  of  the  United  States  Patent  and  Trade- 
mark Office  for  consistency  with  §  1.9(j). 

Part  150:  Part  150  is  amended  to  change  each  reference  to 
"Commissioner"  to  read  "Director'. 

Section  150.1  is  amended  to  define  "Director"  as  meaning 
the  Under  Secretary  of  Commerce  for  Intellectual  Property  and 
Director  of  the  United  States  Patent  and  Trademark  Office  for 
consistency  with  §  1.9(j). 

Section  150.6  is  amended  to  change  the  address  to:  Mail 
Stop  4,  Director  of  the  United  States  Patent  and  Trademark 
Office,  PO  Box  1450,  Alexandria,  Virginia  22313-1450. 

Classification 

Administrative  Procedure  Act:  Since  this  final  rule  is  di- 
rected to  changing  the  address  for  filing  certain  correspon- 
dence with  the  Office  and  changes  in  the  titles  of  Office 
officials  for  consistency  with  the  titles  as  provided  in  the  AIPA, 
this  final  rule  merely  involves  rules  of  agency  organization, 
procedure,  or  practice  within  the  meaning  of  5  U.S.C. 
553(b)(A).  Accordingly,  this  final  rule  may  be  adopted  without 
prior  notice  and  opportunity  for  public  comment  under  5 
U.S.C.  553(b)  and  (c),  or  thirty-day  advance  publication  under 
5  U.S.C.  553(d). 


Section  2.123(f)(2)  is  amended  to  change  "address  the 
package,  and  forward  the  same  to  the  Commissioner  of  Patents 
and  Trademarks"  to  "promptly  forward  the  package  to  the 
address  set  out  in  §  l.l(a)(2)(i)". 

Section  2.145(b)(3)  is  amended  to  provide  that  notices  of 
appeal  directed  to  the  Director  shall  be  mailed  to  or  served  by 
hand  on  the  General  Counsel  as  provided  in  §  104.2. 

Part  3:  Part  3  is  amended  to  change  each  reference  to 
"Commissioner  of  Patents  and  Trademarks"  or  "Commis- 
sioner" to  read  "Director". 

Section  3.27  is  amended  to  change  the  address  to:  Mail  Stop 
Assignment  Recordation  Services,  Director  of  the  United 
States  Patent  and  Trademark  Office,  PO  Box  1450,  Alexandria, 
Virginia  22313-1450. 

Part  4:  Section  4.3(c)  is  amended  to  change  the  address  for 
complaints  concerning  invention  promoters  to:  Mail  Stop  24, 
Commissioner  for  Patents,  PO  Box  1450,  Alexandria,  Virginia 
22313-1450. 


Regulatory  Flexibility  Act:  As  prior  notice  and  an  opportu- 
nity for  pubUc  comment  are  not  required  pursuant  to  5  U.S.C. 
553  (or  any  other  law),  a  regulatory  flexibility  analysis  under 
the  Regulatory  Flexibility  Act  (5  U.S.C.  601  et  seq.)  is  not 
required.  See  5  U.S.C.  603. 

Executive  Order  13132:  This  rule  making  does  not  contain 
policies  with  federalism  implications  sufficient  to  warrant 
preparation  of  a  Federalism  Assessment  under  Executive  Order 
13132  (Aug.  4,  1999). 

Executive  Order  12866:  This  rule  making  has  been  deter- 
mined to  be  not  significant  for  purposes  of  Executive  Order 
12866  (Sept.  30,  1993). 

Paperwork  Reduction  Act:  This  rule  making  does  not  create 
any  information  collection  requirements  under  the  Paperwork 
Reduction  Act  of  1995  (44  U.S.C.  3501  et  seq.). 

Notwithstanding  any  other  provision  of  law,  no  person  is 
required  to  respond  to  nor  shall  a  person  be  subject  to  a  penalty 
for  failure  to  comply  with  a  collection  of  information  subject  to 
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the  requirements  of  the  Paperwork  Reduction  Act  unless  that 
collection  of  information  displays  a  currently  valid  OMB 
control  number. 

List  of  Subjects 

37  CFR  Part  1 

Administrative  practice  and  procedure,  Courts,  Inventions 
and  patents,  Reporting  and  record  keeping  requirements.  Small 
Businesses. 

37  CFR  Part  2 

Administrative  practice  and  procedure.  Courts,  Lawyers, 
Trademarks. 

CFR  Part  3 

Administrative  practice  and  procedure,  Inventions  and  pat- 
ents, Reporting  and  record  keeping  requirements. 

CFR  Part  4 

Administrative  practice  and  procedure.  Inventions  and  pat- 
ents. 

CFR  Part  5 

Classified  information.  Foreign  relations.  Inventions  and 
patents. 

CFR  Part  102 

Administrative  practice  and  procedure.  Freedom  of  infor- 
mation. Privacy,  Public  information. 

CFR  Part  104 

Administrative  practice  and  procedure.  Claims,  Courts, 
Freedom  of  information.  Inventions  and  patents.  Tort  claims. 
Trademarks. 

CFR  Part  150 

Administrative  practice  and  procedure,  Authority  delega- 
tions. Semiconductor  chips.  Mask  works. 

For  the  reasons  set  forth  in  the  preamble,  37  CFR  parts  1,  2, 
3,  4,  5,  102,  104,  and  150  are  amended  as  follows: 

PART  1— RULES  OF  PRACTICE  IN  PATENT  CASES 

1 .  The  authority  citation  for  37  CFR  part  1  continues  to  read 
as  follows: 

Authority:  35  U.S.C.  2(b)(2). 

2.  In  37  CFR  part  1,  except  for  §  1.23,  revise  all  references 
to  "Commissioner"  to  read  "Director". 

3.  In  37  CFR  part  1,  revise  all  references  to  "Commission- 
er's" to  read  "Director's". 

4.  Section  1.1  is  revised  to  read  as  follows: 

§  1.1  Addresses  for  correspondence  with  the  United  States 
Patent  and  Trademark  Office. 

(a)  In  general.  Except  as  provided  in  paragraphs  (a)(3)(i), 
(a)(3)(ii)  and  (d)(1)  of  this  section,  all  correspondence  intended 
for  the  United  States  Patent  and  Trademark  OflBce  must  be 
addressed  to  either  "Director  of  the  United  States  Patent  and 
Trademark  OfiBce,  PC  Box  1450,  Alexandria,  Virginia  22313- 
1450"  or  to  specific  areas  within  the  OflBce  as  set  out  in 
paragraphs  (a)(1),  (a)(2)  and  (a)(3)(iii)  of  this  section.  When 
appropriate,  correspondence  should  also  be  marked  for  the 
attention  of  a  particular  office  or  individual. 

(1)  Patent  correspondence,  (i)  In  general.  All  correspon- 
dence concerning  patent  matters  processed  by  organizations 
reporting  to  the  Commissioner  for  Patents  should  be  addressed 
to:  Commissioner  for  Patents,  PO  Box  1450,  Alexandria, 
Virginia  22313-1450. 


(ii)  Board  of  Patent  Appeals  and  Interferences:  Appeals.  All 
correspondence  in  an  application  involved  in  an  appeal  to  the 
Board  of  Patent  Appeals  and  Interferences  during  the  period 
beginning  when  an  appeal  docketing  notice  is  issued  and 
ending  when  a  decision  has  been  rendered  by  the  Board  of 
Patent  Appeals  and  Interferences,  as  well  as  any  request  for 
rehearing  of  a  decision  by  the  Board  of  Patent  Appeals  and 
Interferences,  should  be  mailed  to:  Board  of  Patent  Appeals 
and  Interferences,  United  States  Patent  and  Trademark  Office, 
PO  Box  1450,  Alexandria,  Virginia  22313-1450.  Notices  of 
appeal,  appeal  briefs,  reply  briefs,  requests  for  oral  hearing,  as 
well  as  all  other  correspondence  in  an  application  involved  in 
an  appeal  to  the  Board  of  Patent  Appeals  and  Interferences  for 
which  an  address  is  not  otherwise  specified,  should  be  ad- 
dressed as  set  out  in  paragraph  (a)(l)(i)  of  this  section. 

(iii)  Board  of  Patent  Appeals  and  Interferences:  Interfer- 
ences. Except  as  an  administrative  patent  judge  or  the  Board 
may  otherwise  direct,  all  correspondence  relating  to  patent 
interferences,  or  relating  to  patent  applications  or  patents 
involved  in  an  interference,  should  be  mailed  to:  Mail  Stop 
INTERFERENCE,  Board  of  Patent  Appeals  and  Interferences, 
United  States  Patent  and  Trademark  OflBce,  PO  Box  1450, 
Alexandria,  Virginia  22313-1450. 

(2)  Trademark  correspondence. — (i)  In  general.  All  trade- 
mark-related documents  filed  on  paper,  except  documents  sent 
to  the  Assignment  Services  Division  for  recordation  and 
requests  for  copies  of  trademark  documents,  should  be  ad- 
dressed to:  Commissioner  for  Trademarks,  2900  Crystal  Drive, 
Arlington,  Virginia  22202-3513. 

(ii)  Electronic  applications.  An  applicant  may  transmit  an 
application  for  trademark  registration  electronically,  but  only  if 
the  applicant  uses  the  Office's  electronic  form. 

(3)  Office  of  General  Counsel  correspondence. — (i)  Litiga- 
tion and  service.  Correspondence  relating  to  pending  litigation 
or  otherwise  within  the  scope  of  part  104  of  this  title  shall  be 
addressed  as  provided  in  §  104.2. 

(ii)  Disciplinary  proceedings.  Correspondence  to  counsel 
for  the  Director  of  the  Office  of  Enrollment  and  Discipline 
relating  to  disciplinary  proceedings  pending  before  an  Admin- 
istrative Law  Judge  or  the  Director  shall  be  mailed  to:  Office  of 
the  Solicitor,  PO  Box  16116,  Arlington,  Virginia  22215. 

(iii)  Solicitor,  in  general.  Correspondence  to  the  Office  of  the 
Solicitor  not  otherwise  provided  for  shall  be  addressed  to:  Mail 
Stop  8,  Director  of  the  United  States  Patent  and  Trademark 
Office,  PO  Box  1450,  Alexandria,  Virginia  22313-1450. 

(iv)  General  Counsel.  Correspondence  to  the  Office  of  the 
General  Counsel  not  otherwise  provided  for,  including  corre- 
spondence to  the  General  Counsel  relating  to  disciplinary 
proceedings,  shall  be  addressed  to:  General  Counsel,  United 
States  Patent  and  Trademark  Office,  PO  Box  1450,  Alexandria, 
Virginia  22313-1450. 

(v)  Improper  correspondence.  Correspondence  improperly 
addressed  to  a  Post  Office  Box  specified  in  paragraphs  (a)(3)(i) 
and(a)(3)(ii)  of  this  section  will  not  be  filed  elsewhere  in  the 
United  States  Patent  and  Trademark  Office,  and  may  be 
returned. 

(4)  Office  of  Public  Records  correspondence. — (i)  Assign- 
ments. All  patent-related  or  trademark-related  documents  to  be 
recorded  by  Assignment  Services  Division,  except  for  docu- 
ments filed  together  with  a  new  application  or  under  §  3.81  of 
this  chapter,  should  be  addressed  to:  Mail  Stop  Assignment 
Recordation  Services,  Director  of  the  United  States  Patent  and 
Trademark  Office,  PO  Box  1450,  Alexandria,  Virginia  22313- 
1450.  See  §  3.27. 

(ii)  Documents.  All  requests  for  certified  or  uncertified 
copies  of  patent  or  trademark  documents  should  be  addressed 
to:  Mail  Stop  Document  Services,  Director  of  the  United  States 
Patent  and  Trademark  Office,  PO  Box  1450,  Alexandria, 
Virginia  22313-1450. 

(b)  Patent  Cooperation  Treaty.  Letters  and  other  communi- 
cations relating  to  international  applications  during  the  inter- 
national stage  and  prior  to  the  assignment  of  a  national  serial 
number  should  be  additionally  marked  "Mail  Stop  PCT." 


March  2,  2004 


U.S.  PATENT  AND  TRADEMARK  OFFICE 


1280  OG  23 
(6) 


(c)  Reexamination.  Requests  for  reexamination  should  be 
additionally  marked  "Mail  Stop  Reexam." 

(d)  Maintenance  fee  correspondence. — (1)  Payments.  Pay- 
ments of  maintenance  fees  in  patents  not  submitted  electroni- 
cally should  be  mailed  to:  United  States  Patent  and  Trademark 
Office,  PO.  Box  371611,  Pittsburgh,  Pennsylvania  15250- 
1611. 

(2)  Other  correspondence.  Correspondence  related  to  main- 
tenance fees  other  than  payments  of  maintenance  fees  in 
patents  is  not  to  be  mailed  to  PO.  Box  371611,  Pittsburgh, 
Permsylvania  15250-1611,  but  must  be  mailed  to:  Mail  Stop  M 
Correspondence,  Director  of  the  United  States  Patent  and 
Trademark  Office,  PO.  Box  1450,  Alexandria,  Virginia  22313- 
1450. 

(e)  Patent  term  extension.  All  appUcations  for  extension  of 
patent  term  under  35  U.S.C.  156  and  any  communications 
relating  thereto  intended  for  the  United  States  Patent  and 
Trademark  Office  should  be  additionally  marked  "Mail  Stop 
Patent  Ext."  When  appropriate,  the  communication  should  also 
be  marked  to  the  attention  of  a  particular  individual,  as  where 
a  decision  has  been  rendered. 

(f)  Provisional  applications.  The  filing  of  all  provisional 
applications  and  any  communications  relating  thereto  should 
be  additionally  marked  "Mail  Stop  Provisional  Patent  Appli- 
cation." 

Note:  Sections  1.1  to  1.26  are  applicable  to  trademark  cases 
as  well  as  to  national  and  international  patent  cases  except  for 
provisions  specifically  directed  to  patent  cases.  See  §  1.9  for 
definitions  of  "national  application"  and  "international  appli- 
cation." 

5.  Section  1.6  is  amended  by  removing  and  reserving 
paragraph  (b). 

§  1.6  Receipt  of  correspondence. 

(b)  [Reserved] 

:f:    :fc    :fc    :f:    :4c 

6.  Section  1.9  is  amended  by  adding  a  new  paragraph  (j)  to 
read  as  follows: 

§  1.9  Definitions. 

(j)  Director  as  used  in  this  chapter,  except  for  part  10  of  this 
section,  means  the  Under  Secretary  of  Commerce  for  Intellec- 
tual Property  and  Director  of  the  United  States  Patent  and 
Trademark  Office. 

§  1.15  [Removed  and  Reserved] 

7.  Section  1.15  is  removed  and  reserved. 

8.  Section  1.25  is  amended  by  adding  paragraph  (c)  to  read 
as  follows: 

§  1.25  Deposit  accounts. 

(c)  A  deposit  account  holder  may  replenish  the  deposit 
account  by  submitting  a  payment  to  the  United  States  Patent 
and  Trademark  Office.  A  payment  to  replenish  a  deposit 
account  must  be  submitted  by  one  of  the  methods  set  forth  in 
paragraphs  (c)(1),  (c)(2),  (c)(3),  or  (c)(4)  of  this  section. 

(1)  A  payment  to  replenish  a  deposit  account  may  be 
submitted  by  electronic  funds  transfer  through  the  Federal 
Reserve  Fedwire  System,  which  requires  that  the  following 
information  be  provided  to  the  deposit  account  holder's  bank 
or  financial  institution: 

(i)  Name  of  the  Bank,  which  is  Treas  NYC  (Treasury  New 
York  City); 


(ii)  Bank  Routing  Code,  which  is  021030004; 

(iii)  United  States  Patent  and  Trademark  Office  account 
number  with  the  Department  of  the  Treasury,  which  is 
13100001;  and 

(iv)  The  deposit  account  holder's  company  name  and 
deposit  account  number. 

(2)  A  payment  to  replenish  a  deposit  account  may  be 
submitted  by  credit  card  or  electronic  funds  transfer  over  the 
Office's  Internet  Web  site  (www.uspto.gov). 

(3)  A  payment  to  replenish  a  deposit  account  may  be 
submitted  by  mail  with  the  USPS  to:  Director  of  the  United 
States  Patent  and  Trademark  Office,  P.O.  Box  70541,  Chicago, 
Illinois  60673. 

(4)  A  payment  to  replenish  a  deposit  account  may  be 
submitted  by  mail  with  a  private  delivery  service  or  hand- 
carrying  the  payment  to:  Director  of  the  United  States  Patent 
and  Trademark  Office,  Deposit  Accounts,  One  Crystal  Park, 
2011  Crystal  Drive,  Suite  307,  Arlington,  Virginia  22202. 

9.  Section  1.51  is  amended  by  revising  paragraph  (a)  to  read 
as  follows: 

§  1.51  General  requisites  of  an  application. 

(a)  Applications  for  patents  must  be  made  to  the  Director  of 
the  United  States  Patent  and  Trademark  Office. 

10.  Section  1.53  is  amended  by  revising  paragraph  (d)(9)  to 
read  as  follows: 

§  1.53  Application  number,  filing  date,  and  completion  of 
application. 

fd)  *  *  * 

(9)  Envelopes  containing  only  requests  and  fees  for  fifing  an 
application  under  this  paragraph  should  be  marked  "Mail  Stop 
CPA."  Requests  for  an  application  under  this  paragraph  filed 
by  facsimile  transmission  should  be  clearly  marked  "Mail  Stop 
CPA." 

1 1 .  The  undesignated  center  heading  in  Subpart  B  immedi- 
ately before  §  1.181  is  revised  to  read  as  follows: 

Petitions  and  Action  by  the  Director 

12.  Section  1.302  is  amended  by  revising  paragraph  (c)  to 
read  as  follows: 

§  1.302  Notice  of  appeal. 

(c)  Notices  of  appeal  directed  to  the  Director  shall  be  mailed 
to  or  served  by  hand  on  the  General  Counsel  as  provided  in  § 
104.2. 

13.  Section  1.417  is  revised  to  read  as  follows: 

§  1.417  Submission  of  translation  of  international  publica- 
tion. 

The  submission  of  the  international  publication  or  an  En- 
glish language  translation  of  an  international  application  pur- 
suant to  35  U.S.C.  154(d)(4)  must  clearly  identify  the  interna- 
tional application  to  which  it  pertains  (§  1.5(a))  and,  unless  it 
is  being  submitted  pursuant  to  §  1.495,  be  clearly  identified  as 
a  submission  pursuant  to  35  U.S.C.  154(d)(4).  Otherwise,  the 
submission  will  be  treated  as  a  filing  under  35  U.S.C.  111(a). 
Such  submissions  should  be  marked  "Mail  Stop  PCT." 

14.  Section  1.434  is  amended  by  revising  paragraphs  (a)  and 
(d)(2)  to  read  as  follows: 
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§  1.434  The  request. 

(a)  The  request  shall  be  made  on  a  standardized  form  (PCT 
Rules  3  and  4).  Copies  of  printed  Request  forms  are  available 
from  the  United  States  Patent  and  Trademark  Office.  Letters 
requesting  printed  forms  should  be  marked  "Mail  Stop  PCT." 


(13)  A  statement  that  applicant  acknowledges  a  duty  to 
disclose  to  the  Director  of  the  United  States  Patent  and 
Trademark  Office  and  the  Secretary  of  Health  and  Human 
Services  or  the  Secretary  of  Agriculture  any  information  which 
is  material  to  the  determination  of  entitlement  to  the  extension 
sought  (see  §  1.765); 


(d) 


*  *  * 


(2)  Shall  include  a  reference  to  any  prior-filed  national 
application  or  international  application  designating  the  United 
States  of  America,  if  the  benefit  of  the  filing  date  for  the 
prior-filed  application  is  to  be  claimed;  and 


15.  Section  1.480  is  amended  by  revising  paragraph  (b)  to 
read  as  follows: 

§  1.480  Demand  for  international  preliminary  examination. 

(b)  The  Demand  shall  be  made  on  a  standardized  form  (PCT 
Rule  53).  Copies  of  the  printed  Demand  forms  are  available 
from  the  United  States  Patent  and  Trademark  Office.  Letters 
requesting  printed  Demand  forms  should  be  marked  "Mail 
Stop  PCT." 

16.  Section  1.627  is  amended  by  revising  paragraph  (a)  to 
read  as  follows: 

§  1.627  Preliminary  statement,  sealing  before  filing,  open- 
ing of  statement. 

(a)  The  preliminary  statement  and  copies  of  any  drawing  or 
written  description  shall  be  filed  in  a  sealed  envelope  bearing 
only  the  name  of  the  party  filing  the  statement  and  the  style 
(e.g.,  Jones  v.  Smith)  and  number  of  the  interference.  The 
sealed  envelope  should  contain  only  the  preliminary  statement 
and  copies  of  any  drawing  or  written  description.  If  the 
preliminary  statement  is  filed  through  the  mail,  the  sealed 
envelope  should  be  enclosed  in  an  outer  envelope  addressed  in 
accordance  with  §  l.l(a)(l)(iii). 


PART   2— RULES   OF   PRACTICE   IN   TRADEMARK 
CASES 

19.  The  authority  citation  for  37  CFR  part  2  is  revised  to 
read  as  follows: 

Authority:  15  U.S.C.  1123;  35  U.S.C.  2(b)(2). 

20.  In  37  CFR  part  2,  revise  all  references  to  "Commis- 
sioner" to  read  "Director". 

21.  Section  2.123  is  amended  by  revising  paragraph  (f)(2)  to 
read  as  follows: 

2.123  Trial  testimony  in  inter  partes  cases. 


(f) 


*  *  * 


(2)  If  any  of  the  foregoing  requirements  in  paragraph  (f)(1) 
of  this  section  are  waived,  the  certificate  shall  so  state.  The 
officer  shall  sign  the  certificate  and  affix  thereto  his  seal  of 
office,  if  he  has  such  a  seal.  Unless  waived  on  the  record  by  an 
agreement,  he  shall  then  securely  seal  in  an  envelope  all  the 
evidence,  notices,  and  paper  exhibits,  inscribe  upon  the  enve- 
lope a  certificate  giving  die  number  and  title  of  the  case,  the 
name  of  each  witness,  and  the  date  of  sealing.  The  officer  or  the 
party  taking  the  deposition,  or  its  attorney  or  other  authorized 
representative,  shall  then  promptly  forward  the  package  to  the 
address  set  out  in  §  l.l(a)(2)(i).  If  the  weight  or  bulk  of  an 
exhibit  shall  exclude  it  from  the  envelope,  it  shall,  unless 
waived  on  the  record  by  agreement  of  all  parties,  be  authen- 
ticated by  the  officer  and  transmitted  by  the  officer  or  the  party 
taking  the  deposition,  or  its  attorney  or  other  authorized 
representative,  in  a  separate  package  marked  and  addressed  as 
provided  in  this  section. 


22.  Section  2.145  is  amended  by  revising  paragraph  (b)(3)  to 
read  as  follows: 


17.  Section  1.676  is  amended  by  revising  the  introductory 
text  of  paragraph  (d)  to  read  as  follows: 


§  2.145  Appeal  to  court  and  civil  action. 


its. 


§  1.676  Certification  and  filing  by  officer,  marking  exhib- 


(d)  Unless  the  parties  agree  otherwise  in  writing  or  on  the 
record  at  the  deposition,  the  officer  shall  securely  seal  the 
certified  transcript  in  an  envelope  endorsed  with  the  style  of 
the  interference  (e.g..  Smith  v.  Jones),  the  interference  number, 
the  name  of  the  witness,  and  the  date  of  sealing  and  shall 
promptly  forward  the  envelope  to  the  address  set  out  in  § 
l.l(a)(l)(iii).  Documents  and  things  produced  for  inspection 
during  the  examination  of  a  witness,  shall,  upon  request  of  a 
party,  be  marked  for  identification  and  annexed  to  the  certified 
transcript,  and  may  be  inspected  and  copied  by  any  party, 
except  that  if  the  person  producing  the  documents  and  things 
desires  to  retain  them,  the  person  may: 

18.  Section  1.740  is  amended  by  revising  paragraph  (a)(13) 
to  read  as  follows: 

§  1.740  Formal  requirements  for  application  for  extension 
of  patent  term;  correction  of  informalities. 


(b) 


*  *  * 


(a) 


(3)  Notices  of  appeal  directed  to  the  Director  shall  be  mailed 
to  or  served  by  hand  on  the  General  Counsel  as  provided  in  § 
104.2. 

23.  The  undesignated  center  heading  immediately  before  § 
2.146  is  revised  to  read  as  follows: 

Petitions  and  Action  by  the  Director 

PART  3— ASSIGNMENT,  RECORDING  AND  RIGHTS 
OF  ASSIGNEE 

24.  The  authority  citation  for  37  CFR  part  3  continues  to 
read  as  follows: 

Authority:  15  U.S.C.  1123;  35  U.S.C.  2(b)(2). 

25.  In  37  CFR  part  3,  revise  all  references  to  "Commis- 
sioner" or  "Commissioner  of  Patents  and  Trademarks"  to  read 
"Director". 

26.  Section  3.27  is  revised  to  read  as  follows: 


March  2,  2004 


U.S.  PATENT  AND  TRADEMARK  OFFICE 


1280  OG  25 
(6) 


§  3.27  Mailing  address  for  submitting  documents  to  be 
recorded. 

Documents  and  cover  sheets  to  be  recorded  should  be 
addressed  to  Mail  Stop  Assignment  Recordation  Services, 
Director  of  the  United  States  Patent  and  Trademark  Office,  P.O. 
Box  1450,  Alexandria,  Virginia  22313-1450,  unless  they  are 
filed  together  with  new  applications  or  with  a  request  under  § 
3.81. 

PART  4— COMPLAINTS  REGARDING  INVENTION 
PROMOTERS 

27.  The  authority  citation  for  37  CFR  part  4  is  revised  to 
read  as  follows: 

Authority:  35  U.S.C.  2(b)(2)  and  297. 

28.  Section  4.3  is  amended  by  revising  paragraph  (c)  to  read 
as  follows: 

§  4.3  Submitting  Complaints. 

(c)  The  complaint  should  fairly  summarize  the  action  of  the 
invention  promoter  about  which  the  person  complains.  Addi- 
tionally, the  complaint  should  include  names  and  addresses  of 
persons  believed  to  be  associated  with  the  invention  promoter. 
Complaints,  and  any  repUes,  must  be  addressed  to:  Mail  Stop 
24,  Commissioner  for  Patents,  P.O.  Box  1450,  Alexandria, 
Virginia  22313-1450. 

4c    4:    :|c    %    :4c 

29.  Section  4.6  is  revised  to  read  as  follows: 

§  4.6  Attorneys  and  Agents. 

Complaints  against  registered  patent  attorneys  and  agents 
will  not  be  treated  under  this  section,  unless  a  complaint  fairly 
demonstrates  that  invention  promotion  services  are  involved. 
Persons  having  complaints  about  registered  patent  attorneys  or 
agents  should  contact  the  Office  of  Enrollment  and  Discipline 
at  Mail  Stop  OED,  Director  of  the  United  States  Patent  and 
Trademark  Office,  PO  Box  1450,  Alexandria,  Virginia  22313- 
1450,  and  the  attorney  discipline  section  of  the  attorney's  state 
licensing  bar  if  an  attorney  is  involved. 

PART  5— SECRECY  OF  CERTAIN  INVENTIONS  AND 
LICENSES  TO  EXPORT  AND  FILE  APPLICATIONS  IN 
FOREIGN  COUNTRIES 

30.  The  authority  citation  for  37  CFR  Part  5  is  revised  to 
read  as  follows: 

Authority:  35  U.S.C.  2(b)(2),  41,  181-188,  as  amended  by 
the  Patent  Law  Foreign  Filing  Amendments  Act  of  1988,  Pub. 
L.  100-418,  102  Stat.  1567;  the  Arms  Export  Control  Act,  as 
amended,  22  U.S.C.  2751  et  seq.;  the  Atomic  Energy  Act  of 
1954,  as  amended,  42  U.S.C.  2011  et  seq.;  the  Nuclear  Non 
ProUferation  Act  of  1978,  22  U.S.C.  3201  et  seq.;  and  the 
delegations  in  the  regulations  under  these  Acts  to  the  Director 
(15  CFR  370.10(j),  22  CFR  125.04,  and  10  CFR  810.7). 

31.  In  37  CFR  part  5,  revise  all  references  to  "Commis- 
sioner" or  "Commissioner  of  Patents  and  Trademarks"  to  read 
"Commissioner  for  Patents". 

32.  Section  5.1  is  amended  by  revising  paragraph  (a)  to  read 
as  follows: 

§  5.1  Applications  and  correspondence  involving  national 
security. 

(a)  All  correspondence  in  connection  with  this  part,  includ- 
ing petitions,  should  be  addressed  to:  Commissioner  for 
Patents  (Attention  Licensing  and  Review),  P.O.  Box  1450, 
Alexandria,  Virginia  22313-1450. 

***** 


PART  102— DISCLOSURE  OF  GOVERNMENT  INFOR- 
MATION 

33.  The  authority  citation  for  37  CFR  part  102  continues  to 
read  as  follows: 

Authority:  5  U.S.C.  552;  5  U.S.C.  552a;  5  U.S.C.  553;  31 
U.S.C.  3717;  35  U.S.C.  2(b)(2),  21,  41,  42,  122;  44  U.S.C. 
3101. 

34.  Section  102.1  is  amended  by  revising  paragraph  (b)  to 
read  as  follows: 

§  102.1  General. 

(b)  As  used  in  this  subpart,  FOIA  Officer  means  the  USPTO 
employee  designated  to  administer  FOIA  for  USPTO.  To 
ensure  prompt  processing  of  a  request,  correspondence  should 
be  addressed  to  the  FOIA  Officer,  United  States  Patent  and 
Trademark  Office,  PO  Box  1450,  Alexandria,  Virginia  22313- 
1450,  or  delivered  by  hand  to  Two  Crystal  Park,  2121  Crystal 
Drive,  Suite  905,  Arlington,  Virginia. 

35.  Section  102.4  is  amended  by  revising  paragraph  (a)  to 
read  as  follows: 

§  102.4  Requirements  for  making  requests. 

(a)  A  request  for  USPTO  records  that  are  not  customarily 
made  available  to  the  public  as  part  of  USPTO' s  regular 
informational  services  must  be  in  writing,  and  shall  be  pro- 
cessed under  FOIA,  regardless  of  whether  FOIA  is  mentioned 
in  the  request.  Requests  should  be  sent  to  the  USPTO  FOIA 
Officer,  United  States  Patent  and  Trademark  Office,  P.O.  Box 
1450,  Alexandria,  Virginia  22313-1450  (records  FOIA  requires 
to  be  made  regularly  available  for  public  inspection  and 
copying  are  addressed  in  §  102.2(c)).  For  the  quickest  han- 
dling, the  request  letter  and  envelope  should  be  marked 
"Freedom  of  Information  Act  Request."  For  requests  for 
records  about  oneself,  §  102.24  contains  additional  require- 
ments. For  requests  for  records  about  another  individual,  either 
a  written  authorization  signed  by  that  individual  permitting 
disclosure  of  those  records  to  the  requester  or  proof  that 
individual  is  deceased  (for  example,  a  copy  of  a  death 
certificate  or  an  obituary)  facilitates  processing  the  request. 

36.  Section  102.10  is  amended  by  revising  paragraph  (b)  to 
read  as  follows: 

§  102.10  Appeals  from  initial  determinations  or  untimely 
delays. 


(b)  Appeals  shall  be  decided  by  a  Deputy  General  Counsel. 
Appeals  should  be  addressed  to  the  General  Counsel,  United 
States  Patent  and  Trademark  Office,  PO  Box  1450,  Alexandria, 
Virginia  22313-1450.  Both  the  letter  and  the  appeal  envelope 
should  be  clearly  marked  "Freedom  of  Information  Appeal". 
The  appeal  must  include  a  copy  of  the  original  request  and  the 
initial  denial,  if  any,  and  may  include  a  statement  of  the  reasons 
why  the  records  requested  should  be  made  available  and  why 
the  initial  denial,  if  any,  was  in  error.  No  opportunity  for 
personal  appearance,  oral  argument  or  hearing  on  appeal  is 
provided. 

37.  Section  102.23  is  amended  by  revising  paragraph  (a)  to 
read  as  follows: 

§  102.23  Procedures  for  making  inquiries. 

(a)  Any  individual,  regardless  of  age,  who  is  a  citizen  of  the 
United  States  or  an  alien  lawfully  admitted  for  permanent 
residence  into  the  United  States  may  submit  an  inquiry  to 
USPTO.  The  inquiry  should  be  made  either  in  person  at  Two 
Crystal  Park,  2121  Crystal  Drive,  Suite  905,  Arlington,  Vir- 
ginia, or  by  mail  addressed  to  the  Privacy  Officer,  United 
States  Patent  and  Trademark  Office,  PO  Box  1450,  Alexandria, 


1280  OG  26 
(7) 


OEFICIAL  GAZETTE 


March  2,  2004 


Virginia  22313-1450,  or  to  the  official  identified  in  the  notifi- 
cation procedures  paragraph  of  the  systems  of  records  notice 
published  in  the  Federal  Register.  If  an  individual  believes 
USPTO  maintains  a  record  pertaining  to  that  individual  but 
does  not  know  which  system  of  records  might  contain  such  a 
record,  the  USPTO  Privacy  Officer  will  provide  assistance  in 
person  or  by  mail. 

38.  Section  102.24  is  amended  by  revising  paragraph  (a)  to 
read  as  follows: 

§  102.24  Procedures  for  making  requests  for  records. 

(a)  Any  individual,  regardless  of  age,  who  is  a  citizen  of  the 
United  States  or  an  alien  lawfully  admitted  for  permanent 
residence  into  the  United  States  may  submit  a  request  for 
access  to  records  to  USPTO.  The  request  should  be  made  either 
in  person  at  Two  Crystal  Park,  2121  Crystal  Drive,  Suite  905, 
Arlington,  Virginia,  or  by  mail  addressed  to  the  Privacy 
Officer,  United  States  Patent  and  Trademark  Office,  PO  Box 
1450,  Alexandria,  Virginia  22313-1450. 

39.  Section  102.29  is  amended  by  revising  paragraph  (b)  to 
read  as  follows: 

§  102.29  Appeal  of  initial  adverse  determination  on  correc- 
tion or  amendment. 

(b)  An  appeal  should  be  addressed  to  the  General  Counsel, 
United  States  Patent  and  Trademark  Office,  PO  Box  1450, 
Alexandria,  Virginia  22313-1450.  An  appeal  should  include 
the  words  "PRIVACY  APPEAL"  in  capital  letters  at  the  top  of 
the  letter  and  on  the  face  of  the  envelope.  An  appeal  not 
addressed  and  marked  as  provided  herein  will  be  so  marked  by 
USPTO  personnel  when  it  is  so  identified  and  will  be  for- 
warded immediately  to  the  General  Counsel.  An  appeal  which 
is  not  properly  addressed  by  the  individual  will  not  be  deemed 
to  have  been  "received"  for  purposes  of  measuring  the  time 
periods  in  this  section  until  actual  receipt  by  the  General 
Counsel.  In  each  instance  when  an  appeal  so  forwarded  is 
received,  the  General  Counsel  shall  notify  the  individual  that 
his  or  her  appeal  was  improperly  addressed  and  the  date  when 
the  appeal  was  received  at  the  proper  address. 

PART  104— LEGAL  PROCESSES 

40.  The  authority  citation  for  37  CFR  part  104  continues  to 
read  as  follows: 

Authority:  35  U.S.C.  2(b)(2),  10,  23,  25;  44  U.S.C.  3101. 

41.  Section  104.1  is  amended  by  revising  the  second 
sentence  to  read  as  follows: 

§  104.1  Definitions. 

Director  means  the  Under  Secretary  of  Commerce  for 
Intellectual  Property  and  Director  of  the  United  States  Patent 
and  Trademark  Office  (see  §  1.9(j)). 

PART  150— REQUESTS  FOR  PRESIDENTIAL  PROC- 
LAMATIONS PURSUANT  TO  17  U.S.C.  902(a)(2) 

42.  The  authority  citation  for  37  CFR  part  150  is  revised  to 
read  as  follows: 

Authority:  35  U.S.C.  2(b)(2);  E.O.  12504,  50  PR  4849;  3 
CFR,  1985  Comp.,  p.  335. 

43.  In  37  CFR  part  150,  revise  all  references  to  "Commis- 
sioner" to  read  "Director". 


44.  Section  150.1  is  amended  by  revising  paragraph  (a)  to 
read  as  follows: 

§  150.1  Definitions. 

(a)  Director  means  the  Under  Secretary  of  Commerce  for 
Intellectual  Property  and  Director  of  the  United  States  Patent 
and  Trademark  Office  (see  §  1.9(j)). 

:fc    :^    :^    :):    :{: 

45.  Section  150.6  is  revised  to  read  as  follows: 

§  150.6  Mailing  address. 

Requests  and  all  correspondence  pursuant  to  these  guide- 
lines shall  be  addressed  to:  Mail  Stop  4,  Director  of  the  United 
States  Patent  and  Trademark  Office,  PO  Box  1450,  Alexandria, 
Virginia  22313-1450. 


March  19,  2003 


JAMES  E.  ROGAN 

Under  Secretary  of  Commerce 

for  Intellectual  Property  and  Director 

of  the  United  States  Patent  and 
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Post  Card  Receipt  Reminder 


Applicants  and  the  agents  are  reminded  of  the  provision  in 
Section  717.01(a)  (now  Section  503)  of  the  Manual  of  Patent 
Examining  Procedure  relating  to  the  use  of  post  cards  as 
"receipts"  of  papers  filed  in  the  Patent  Office. 

If  a  receipt  for  any  paper  filed  in  the  Patent  Office  is  desired, 
it  may  be  had  by  enclosing  with  the  paper  a  self-addressed  post 
card  identifying  the  paper.  The  Patent  Office  will  stamp  the 
receipt  date  on  the  card  and  place  it  in  the  outgoing  mail. 

The  identifying  data  on  the  card  should  be  so  complete  as  to 
match  the  paper  with  the  application  or  other  document  to 
which  it  is  to  be  associated.  For  example,  the  document  should 
be  identified  by  the  applicant's  name(s).  Serial  No.,  filing  date, 
appeal  number,  interference  number,  etc.,  and  the  paper  should 
be  identified  by  specifying  the  type  thereof,  viz,  affidavit, 
amendment,  appeal,  application  papers,  brief,  drawings,  fees, 
motions,  supplemental  oath  or  declaration,  petition,  etc. 

When  papers  for  more  than  one  document  are  filed  under  a 
single  cover  a  return  post  card  should  be  attached  to  the  paper 
for  each  document  for  which  a  receipt  is  desired. 


Nov.  21,  1968 


RICHARD  A.  WAHL 
Assistant  Commissioner 


[857  O.G.  667] 


(g)        Treatment  of  Correspondence  Deposited  as 
First  Class  Mail  Pursuant  to  37  CFR  1.8  and 
Returned  by  the  U.S.  Postal  Service 

Due  to  heightened  security  concerns,  effective  September  1, 
1996,  the  United  States  Postal  Service  (USPS)  is  requiring  that 
all  domestic  first-class  mail,  bearing  stamps  and  weighing 
sixteen  ounces,  or  more,  be  presented  to  a  retail  clerk  at  a 
USPS  office.  All  such  mail  that  is  not  presented  to  a  retail  clerk 
at  a  USPS  office  (e.g.,  placed  in  a  mailbox)  will  be  returned  by 
the  USPS.  The  USPS  has  posted  notice  of  this  requirement  on 
mailboxes.  The  "Express  Mail"  service  of  the  USPS  is  not 
affected. 

37  CFR  1.8  provides  that  certain  correspondence  will  be 
considered  timely  filed  by  the  Patent  and  Trademark  Office 
(PTO)  if,  among  other  things,  it  is  deposited  with  the  USPS  by 
the  due  date,  and  includes  a  certificate  of  mailing  that  sets  forth 
the  date  the  person  signing  the  certificate  reasonably  expected 
the  correspondence  to  be  mailed.  Correspondence  must  be 
deposited  with  the  USPS  as  first  class  mail  in  compliance  with 
any   and   all   applicable   requirements   of  the   USPS   to  be 
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considered  "[djeposited  with  the  U.S.  Postal  service"  within 
the  meaning  of  37  CFR  1.8(a)(l)(i)(A).  Correspondence  pre- 
sented to  the  USPS  in  a  manner  that  does  not  comply  with  the 
applicable  requirements  of  the  USPS  is  not  "[d]eposited  with 
the  U.S.  Postal  service"  within  the  meaning  of  37  CFR 
1.8(a)(l)(i)(A)  and  is  not  entitled  to  any  benefit  under  37  CFR 
1.8. 

To  alleviate  hardships  caused  by  this  change  in  USPS 
requirements,  the  PTO  will  treat  correspondence  returned  by 
the  USPS  because  of  its  size  as  "[d]eposited  with  the  U.S. 
Postal  service"  within  the  meaning  of  37  CFR  1.8(a)(l)(i)(A), 
so  long  as  the  correspondence  was  otherwise  originally  depos- 
ited with  the  USPS  in  compliance  with  37  CFR.  1.8(a)(l)(i)  on 
or  before  December  1,  1996.  Returned  mailed  that  is  either 
resubmitted  to  the  USPS  for  delivery,  or  hand-deUvered  to  the 
PTO,  will  be  stamped  by  the  PTO  with  the  actual  date  of 
receipt  in  the  PTO.  The  correspondence  will,  however,  be 
accorded  the  benefit  of  any  certificate  of  mailing  under  37  CFR 
1.8. 

Correspondence  mailed  after  December  1,  1996,  and  re- 
tiuned  by  the  USPS  as  not  mailed  in  comphance  with  USPS 
requirements  concerning  mail  weighing  sixteen  ounces  or 
more  will  not  be  entitled  to  any  benefit  under  37  CFR  1.8. 

Because  this  change  in  USPS  requirements  does  not  affect 
the  "Express  Mail"  service  of  the  USPS,  it  does  not  affect 
correspondence  filed  in  compliance  with  37  CFR  1.10.  Persons 
filing  correspondence  in  a  matmer  other  than  by  the  procedures 
set  forth  in  37  CFR  1.8  or  1.10  do  so  at  their  own  risk. 

Questions  concerning  this  notice  should  be  directed  to 
Senior  Legal  Advisor  Robert  W.  Bahr  at  (703)  305-9285. 


October  10,  1996 


BRUCE  A.  LEHMAN 

Assistant  Secretary  of  Commerce  and 

Commissioner  of  Patents 

and  Trademarks 
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Waiver  of  Certificate  of  Mailing 
Requirement  Under  37  CFR  1.10 


The  Patent  and  Trademark  Office  (PTO)  will  propose  to 
amend  37  CFR  1.10,  regarding  the  "Filing  of  papers  and  fees 
by  'Express  Mail'  with  certificate"  by,  among  other  things, 
deleting  the  requirement  for  a  "Certificate  of  Mailing  by 
Express  Mail"  currently  necessary  to  obtain  the  benefit  of  the 
date  of  deposit  with  the  United  States  Postal  Service  (U.S.P.S.) 
as  the  filing  date  of  the  paper. 

Background  of  37  CFR  1.10  and  Rationale  for  Amendment 

35  U.S.C.  §  21  authorizes  the  Commissioner  "by  rule  [to] 
prescribe  that  any  paper  or  fee  requu-ed  to  be  filed  in  the  Patent 
and  Trademark  Office  will  be  considered  filed  in  the  Office  on 
the  date  on  which  it  was  deposited  with  the  United  States 
Postal  Service."  37  CFR  1.10  was  promulgated  to  implement 
this  provision. 

Pursuant  to  37  CFR  1.6,  papers  are  stamped  with  the  date  of 
receipt  in  the  PTO.  An  exception  is  made  for  papers  filed  in 
accordance  with  37  CFR  1.10,  which  provides  for  the  filing  of 
papers  and  fees  by  Express  Mail  with  a  certificate.  However,  in 
order  to  claim  the  benefits  of  37  CFR  1.10,  a  party  must 
comply  with  its  specific  requirements  that  the  papers  have  the 
number  of  the  Express  Mail  label  placed  thereon  prior  to 
mailing,  be  properly  addressed  to  the  PTO  (see  "Change  of 
Address  For  Trademark  Applications  and  Trademark  Related 
Papers,"  1163  TMOG  80  (June  28,  1994),  which  waived  37 
CFR  1.10  to  the  extent  that  certain  trademark  related  papers 
could  be  addressed  to  the  Assistant  Commissioner  for  Trade- 
marks, 2900  Crystal  Drive,  Arlington,  Va.  22202-3513;  and 
"Change  of  Address  For  Patent  AppUcations  and  Patent  Re- 
lated Papers,"  1173  OG  13  (April  4,  1995).  which  waived  37 
CFR  1.10  to  the  extent  that  patent  related  papers  could  be 
addressed  to  the  Assistant  Commissioner  for  Patents,  Wash- 
ington, D.C.  20231  ),  and  include  a  Certificate  of  Mailing  by 
Express  Mail  which  states  the  date  of  mailing  and  is  signed  by 
the  person  mailing  the  papers. 


37  CFR  1.10  was  promulgated  in  response  to  concerns  that 
mail  service  was  sometimes  subject  to  delay  and,  except  for 
hand-delivery,  that  there  was  no  way  to  ensure  the  timely  filing 
of  time-critical  documents  with  the  PTO.  "Express  Mail"  was 
chosen  because,  among  other  things,  a  person  other  than  the 
filer,  that  is  a  disinterested  third  party  working  for  the  U.S.P.S., 
enters  the  date  of  deposit  on  the  Express  Mail  label. 

Under  the  current  rule,  the  filer  is  required  to  include  a 
Certificate  of  MaiUng  by  Express  Mail,  certifying  the  date  of 
deposit  as  Express  Mail.  Some  papers  filed  with  the  PTO, 
although  deposited  as  Express  Mail  with  the  U.S.P.S.,  have 
been  denied  the  filing  date  of  the  date  of  deposit  as  Express 
Mail  because  the  required  Certificate  of  Mailing  by  Express 
Mail  was  omitted  or  deficient.  The  lost  fiUng  date  for  a 
significant  number  of  these  papers  has  resulted  in  the  loss  of 
substantive  rights.  For  example,  a  trademark  registration  may 
be  canceled  if  the  required  affidavit  of  continued  use  or 
excusable  non-use  is  not  filed  by  the  end  of  the  sixth  year  of 
registration.  15  U.S.C.  §  1058. 

In  light  of  the  problematic  nature  of  the  requirement  for  a 
Certificate  of  Mailing  by  Express  Mail  and  its  apparent 
redundancy  in  purpose,  inasmuch  as  the  date  of  deposit  has 
already  been  entered  by  a  disinterested  third  party,  the  PTO 
will  propose  to  delete  this  requirement  from  37  CFR  1.10. 

This  notice  applies  only  to  correspondence  actually  received 
(not  to  papers  lost  or  misplaced  by  the  U.S.P.S.)  at  the  PTO  via 
Express  Mail  Post  Office  to  Addressee  service  where  there  is  a 
clear  indication  of  the  "date  in"  on  the  Express  Mail  label  by 
the  U.S.P.S.  Filers  are  encouraged  to  continue  the  practice  of 
placing  a  Certificate  of  Mailing  by  Express  Mail  on  papers 
filed  in  the  PTO  by  Express  Mail  since,  in  some  cases,  the 
certificate  may  provide  useful  evidence. 

Interim  Waiver  of  37  CFR  1.10  for  Documents  Filed 
without  Certificate  of  Express  Mail 

Because  a  significant  period  of  time  will  elapse  before  any 
final  rule  change  can  be  promulgated,  and  because  there 
appears  to  be  no  harmful  consequence  to  any  party,  effective  as 
of  the  publication  date  of  this  notice,  the  PTO  will,  sua  sponte, 
waive  37  CFR  1.10  to  the  extent  of  granting  a  filing  date  as  of 
the  "date  in"  entered  on  the  Express  Mail  label  by  the  U.S.P.S. 
employee  (unless  the  "date  in"  is  a  Saturday,  Sunday  or 
Federal  holiday  within  the  District  of  Columbia;  see  §  1.6(a)) 
for  all  papers  actually  received  at  the  PTO  via  Express  Mail, 
regardless  of  whether  the  requirement  for  a  Certificate  of 
Mailing  by  Express  Mail  has  been  met  provided  all  other 
requirements  of  37  CFR  1.10  are  met. 

For  all  papers  filed  prior  to  the  date  of  this  notice,  which 
were  not  in  compliance  with  the  Certificate  of  Mailing  by 
Express  Mail  requirements  under  37  CFR  1.10,  a  petition  to 
the  Commissioner  will  be  required  to  request  that  the  date  of 
deposit  as  shown  by  the  "date  in"  entered  on  the  Express  Mail 
label  be  accorded  as  the  filing  date  of  the  paper.  The  petition 
should  include  a  copy  of  the  Express  Mail  label  showing  the 
"date  in"  entered  by  the  U.S.P.S.  employee  and  a  declaration 
attesting  to  the  contents  of  the  envelope  to  which  the  Express 
Mail  label  was  attached.  See  37  CFR  1.183  or  2.146. 

Summary 

In  sunmiary,  the  PTO  is  waiving,  sua  sponte,  the  require- 
ment of  37  CFR  1.10  for  a  Certificate  of  Mailing  by  Express 
Mail  and  will  propose  to  amend  37  CFR  1.10  to  delete  the 
requirement  for  a  Certificate  of  Mailing  by  Express  Mail.  This 
waiver  becomes  effective  upon  the  pubhcation  of  this  notice. 
For  all  documents  filed  by  Express  Mail  prior  to  this  notice,  but 
not  in  compliance  with  the  Certificate  of  Mailing  by  Express 
Mail  requirement,  a  petition  to  the  Commissioner  under  either 
37  CFR  1.183  or  2.146  must  be  filed  to  request  that  the  date  of 
deposit  as  shown  by  the  "date  in"  entered  on  the  Express  Mail 
label  be  accorded  as  the  filing  date  of  the  paper. 


PHILIP  G.  HAMPTON,  II 

Assistant  Commissioner 
for  Trademarks 


EDWARD  R.  KAZENSKE 

Deputy  Assistant  Commissioner 
for  Patents 


[1174  OG  92] 
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March  2,  2004 


(10)        Acknowledgement  of  Receipt  of  a  Patent 
or  Trademark  Application 

When  early  notification  of  the  serial  number  of  newly  filed 
application  papers  is  desired,  a  stamped,  self-addressed  post 
card  should  be  submitted  with  each  application.  Immediately 
after  the  mail  has  been  opened  in  the  Patent  and  Trademark 
Office,  the  post  card  will  be  stamped  with  both  the  receipt  date 
and  the  serial  number,  and  then  returned  to  the  addressee. 

Within  recent  months,  hundreds  of  cards  could  not  be 
successfully  returned  because  of  insufficient  postage  or  incom- 
plete or  nonexistent  forwarding  addresses.  Accurate  and  com- 
plete addresses,  including  ZIP  codes,  are  necessary  to  ensure 
prompt  acknowledgement  of  the  receipt  of  patent  and  trade- 
mark applications. 

To  assist  in  easy  identification  once  the  post  card  has  been 
returned,  it  is  suggested  that  the  post  card  include  applicant's 
names  and  title  of  invention. 

When  more  than  one  set  of  apphcation  papers  is  filed  under 
one  cover,  a  return  post  card  should  be  attached  to  each  set  of 
papers  for  which  a  receipt  is  desired. 


July  19,  1982 


THERESA  A.  BRELSFORD 

Acting  Assistant  Commissioner 

for  Administration 


(11) 


[1021  O.G.  96] 


Identifying  Application  Correspondence 
With  Issue  Batch  Number 


Applicants  or  their  attorney  or  agent  can  facilitate  matching 
incoming  papers  with  the  corresponding  application  file  by 
indicating  the  Issue  Batch  Number  on  all  papers  filed  in  the 
Office  after  receiving  the  Notice  of  Allowance  and  before  the 
time  the  Issue  Fee  Receipt  is  received. 

The  Issue  Batch  Number  is  printed  on  the  Notice  of 
Allowance  form  in  Box  4  in  the  lower  left-hand  corner  below 
the  address.  The  Issue  Batch  Number  consists  of  a  capital  letter 
followed  by  two  digits,  for  example;  "A03,"  "D18,"  "F42," 
"J79."  Any  lower  case  letters  before  the  Issue  Batch  Number 
should  be  ignored  since  they  are  the  typist's  initials.  Use  of  the 
Issue  Batch  Numbers  is  important  since  the  allowed  applica- 
tions are  filed  by  these  numbers. 

Any  paper  filed  after  receiving  the  Issue  Fee  Receipt  should 
include  the  indicated  patent  number  rather  than  the  Issue  Batch 
Number.  At  this  time  in  the  processing,  the  Issue  Batch 
Number  is  no  longer  useful  since  the  application  has  been 
removed  from  the  batch  at  the  time  the  patent  number  was 
assigned. 


Jan.  16,  1976 


RICHARD  J.  SHAKMAN 

Assistant  Commissioner 
for  Administration 


(12) 


[943  O.G.  519] 


Emergency  Closure  of  the 

Customer  Service  Window  On 

Friday,  October  10,  2003 


On  October  10,  2003,  at  approximately  5:00  p.m.,  the 
United  States  Patent  and  Trademark  Office  (USPTO)  facility  at 
Crystal  Plaza  Two  (including  the  Customer  Service  Window) 
was  evacuated  due  to  fire.  The  fire  was  confined  to  an  electrical 
closet.  No  application  files,  application  data,  or  other  corre- 
spondence or  records  were  lost  or  damaged. 

While  the  USPTO  arranged  for  the  acceptance  of  correspon- 
dence at  the  Customer  Service  Window  via  the  drop  box,  the 
USPTO  did  not  place  any  notice  advising  the  public  of  the 
availabihty  of  the  drop  box,  and  the  USPTO  did  not  reopen  the 
Customer  Service  Window  on  October  10,  2003.  In  light  of 
this  emergency  situation,  the  USPTO  will  consider  October  10, 
2003,  as  a  "federal  holiday  within  the  District  of  Columbia"  for 
purposes  of  35  U.S.C.  §  21 .  Therefore,  any  action  or  fee  due  on 
Friday,  October  10,  2003,  will  be  considered  timely  for  the 
purposes  of,  e.g.,  35  U.S.C.  §§  119,  120,  133  and  151,  if  the 


action  were  taken,  or  the  fee  was  paid,  on  the  next  succeeding 
business  day  on  which  the  USPTO  was  open,  that  is,  Tuesday, 
October  14,  2003. 

37  C.F.R.  §§  1.6(a)(2)  and  2.195(a)(4)  provide  that  corre- 
spondence deposited  as  Express  Mail  in  accordance  with  37 
C.F.R.  §  1.10  or  2.198  will  be  considered  as  filed  on  the  date 
of  deposit  with  the  United  States  Postal  Service  (USPS).  Thus, 
any  paper  or  fee  properly  deposited  in  accordance  with  37 
C.F.R.  §  1.10  or  2.198  with  the  Express  Mail  service  of  the 
USPS  on  Friday,  October  10,  2003  (that  is,  as  shown  by  a 
"date-in"  of  Friday,  October  10,  2003,  on  the  Express  Mail 
mailing  label)  will  be  considered  filed  in  the  USPTO  on  its  date 
of  deposit  in  the  Express  Mail  service  of  the  USPS.  37  C.F.R. 
§  2.195(a)(2)  provides  that  trademark-related  correspondence 
transmitted  electronically  to  the  USPTO  will  be  considered 
filed  in  the  USPTO  on  the  date  the  USPTO  receives  the 
electronic  transmission.  Thus,  trademark-related  correspon- 
dence transmitted  electronically  on  Friday,  October  10,  2003, 
will  be  considered  filed  in  the  USPTO  on  the  date  the  USPTO 
received  the  electronic  transmission.  Correspondence  success- 
fully received  by  the  USPTO  through  the  patent  Electronic 
Filing  System  will  receive  the  date  as  indicated  on  the 
Acknowledgment  Receipt. 

JAMES  E.  ROGAN 

Under  Secretary  of  Commerce  for 

Intellectual  Property  and  Director  of 

the  United  States  Patent  and 

Trademark  Office 

(1276  OG  100) 


(13) 


Closing  of  the  United  States 

Patent  and  Trademark  Office  on 

Thursday,  September  18,  2003,  and 

Friday,  September  19,  2003 


In  view  of  the  official  closing  of  the  Federal  Government 
offices  in  the  Washington,  D.C.  metropolitan  area,  including 
the  United  States  Patent  and  Trademark  Office  (USPTO),  on 
Thursday,  September  18,  2003,  and  Friday,  September  19, 
2003,  the  United  States  Patent  and  Trademark  Office  will 
consider  Thursday,  September  18,  2003,  and  Friday,  Septem- 
ber 19,  2003,  a  "Federal  holiday  within  the  District  of 
Columbia"  under  35  U.S.C.  §  21  and  37  C.RR.  §§  1.6,  1.7,  1.9, 
2.2(d),  2.195,  and  2.196.  Any  action  or  fee  due  on  Thursday, 
September  18,  2003,  or  Friday,  September  19,  2003,  will  be 
considered  as  timely  for  the  purposes  of,  e.g.,  35  U.S.C.  §§ 
119,  120,  133  and  151,  if  the  action  is  taken,  or  the  fee  is  paid, 
on  the  next  succeeding  business  day  on  which  the  USPTO  was 
open,  that  is,  Monday,  September  22,  2003. 

37  C.FR.  §§  1.6(a)(2)  and  2.195(a)(4)  provide  that  corre- 
spondence deposited  as  Express  Mail  in  accordance  with  37 
C.F.R.  §  1.10  or  2.198  will  be  considered  as  filed  on  the  date 
of  deposit  with  the  United  States  Postal  Service  (USPS).  Thus, 
any  paper  or  fee  properly  deposited  in  accordance  with  37 
C.F.R.  §  1.10  or  2.198  with  the  Express  Mail  service  of  the 
USPS  on  Thursday,  September  18,  2003,  or  Friday,  September 
19,  2003  (that  is,  as  shown  by  a  "date-in"  of  Thursday, 
September  18,  2003,  or  Friday,  September  19,  2003,  on  the 
Express  Mail  mailing  label)  will  be  considered  filed  in  the 
USPTO  on  its  date  of  deposit  in  the  Express  Mail  service  of  the 
USPS.  37  C.F.R.  §  2.195(a)(2)  provides  that  trademark-related 
correspondence  transmitted  electronically  to  the  USPTO  will 
be  considered  filed  in  the  USPTO  on  the  date  the  USPTO 
receives  the  electronic  transmission.  Thus,  trademark-related 
correspondence  transmitted  electronically  on  Thursday,  Sep- 
tember 18,  2003,  and/or  Friday,  September  19,  2003,  will  be 
considered  filed  in  the  USPTO  on  the  date  the  USPTO  received 
the  electronic  transmission.  Correspondence  successfully  re- 
ceived by  the  USPTO  through  the  patent  Electronic  Filing 
System  will  receive  the  date  as  indicated  on  the  Acknowledg- 
ment Receipt. 


September  23,  2003 


JAMES  E.  ROGAN 

Under  Secretary  of  Commerce  for 

Intellectual  Property  and 

Director  of  the  United  States 

Patent  and  Trademark  Office 

(1275  OG  142) 


March  2,  2004 


U.S.  PATENT  AND  TRADEMARK  OFFICE 
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(14) 


Closing  of  the  United  States 

Patent  and  Trademark  OflBce  on 

Ttiesday,  February  18,  2003 


In  view  of  the  official  closing  of  the  Federal  Government 
offices  in  the  Washington,  D.C.  metropolitan  area,  including 
the  United  States  Patent  and  Trademark  Office,  on  Tuesday, 
February  18,  2003,  the  United  States  Patent  and  Trademark 
Office  will  consider  February  18,  2003,  a  "Federal  holiday 
within  the  District  of  Columbia"  under  35  U.S.C.  §  21  and  37 
C.F.R.  §§  1.6,  1.7  and  1.9.  Any  action  or  fee  due  on  February 
18,  2003,  will  be  considered  as  timely  for  the  purposes  of,  e.g., 
35  U.S.C.  119,  120,  133  and  151,  if  the  action  is  taken,  or  the 
fee  paid,  on  the  next  succeeding  business  day  on  which  the 
United  States  Patent  and  Trademark  Office  was  open,  that  is, 
Wednesday,  February  19,  2003. 


37  C.F.R.  §§  1.6(a)(2)  and  (4)  provide  that  correspondence 
deposited  as  Express  Mail  in  accordance  with  37  C.F.R.  §  1.10, 
and  trademark-related  correspondence  transmitted  electroni- 
cally, will  be  considered  filed  on  the  date  of  deposit  with  the 
United  States  Postal  Service,  or  the  date  the  United  States 
Patent  and  Trademark  Office  receives  the  electronic  transmis- 
sion, respectively.  Thus,  any  paper  or  fee  properly  deposited  as 
Express  Mail  on  Tuesday,  February  18,  2003,  in  accordance 
with  37  C.F.R.  §  1.10  (that  is,  shown  by  a  "date-in"  of  Tuesday, 
February  18,  2003,  on  the  Express  Mail  mailing  label),  or 
trademark-related  correspondence  transmitted  electronically 
on  Tuesday,  February  18,  2003,  will  be  considered  filed  on  its 
respective  date  of  deposit  in  Express  Mail,  or  receipt  of  the 
electronic  transmission. 


February  24,  2003 


JAMES  E.  ROGAN 

Under  Secretary  of  Commerce  for 

Intellectual  Property  and  Director  of 

the  United  States  Patent  and 

Trademark  Office 

(1268  OG  125) 


(15) 


Closing  of  the  United  States 

Patent  and  Trademark  OflBce  on 

Monday,  December  24,  2001 


The  United  States  Patent  and  Trademark  Office  (USPTO)  will 
be  closed  on  Monday,  December  24,  2001.  Since  Tuesday, 
December  25,  2001  is  a  Federal  holiday,  the  USPTO  will 
consider  each  of  Monday,  December  24,  2001,  and  Tuesday, 
December  25,  2001,  to  be  a  "Federal  holiday  within  the 
District  of  Columbia"  under  35  U.S.C.  §  21(b)  and  37  C.RR. 
1.6,  1.7  and  1.9.  Any  action  or  fee  due  on  those  days  (or  the 
preceding  Saturday  (December  22,  2001)  or  Sunday  (Decem- 
ber 23,  2001))  will  be  considered  as  timely  for  the  purposes  of, 
e.g.,  15  U.S.C  §§  1051(b),  1058,  1059,  1062(b),  1063,  1064, 
1126(d),  or  35  U.S.C.  §§  119,  120,  133  and  151,  if  the  action 
is  taken,  or  the  fee  paid,  on  the  next  succeeding  business  day 
on  which  the  USPTO  is  open,  that  is,  Wednesday,  December 
26,  2001.  37  C.F.R.  1.7(a). 


37  C.F.R.  1.6(a)(2)  provides  that  correspondence  deposited  in 
the  Express  Mail  Service  of  the  United  States  Postal  Service 
(USPS)  in  accordance  with  37  C.FR.  1.10  will  be  considered 
filed  on  the  date  of  deposit  (as  shown  by  the  "date-in"  on  the 
Express  Mail  mailing  label)  with  the  USPS,  and  37  C.F.R. 
1.6(a)(4)  provides  that  trademark-related  correspondence 
transmitted  electronically  will  be  considered  filed  on  the  date 
the  USPTO  receives  the  electronic  transmission.  Thus,  any 
paper  or  fee  properly  deposited  in  the  Express  Mail  Service  of 
the  USPS  on  December  24,  2001,  or  December  25,  2001,  in 
accordance  with  37  C.F.R.  1.10  will  be  considered  filed  on  its 
date  of  deposit  in  the  Express  Mail  Service  of  the  USPS  (as 
shown  by  a  "date-in"  of  December  24,  2001,  or  December  25, 
2001,  on  the  Express  Mail  mailing  label),  and  any  trademark- 
related  correspondence  transmitted  electronically  on  either 
December  24,  2001,  or  December  25,  2001,  will  be  considered 
filed  on  the  date  of  receipt  of  the  electronic  transmission. 


Information  regarding  whether  or  not  the  USPTO  is  officially 
closed  on  any  particular  day  may  be  obtained  by  calling 
1-800-786-9199  or  703-308-4357. 


December  13,  2001 


JAMES  E.  ROGAN 

Under  Secretary  of  Commerce  for 

Intellectual  Property  and 

Director  of  the  United  States 

Patent  and  Trademark  Office 

[1254  OG  60] 


(16)      Closing  of  the  Patent  and  Trademark  OflBce 
on  IXiesday  January  25,  2000,  and 
Wednesday,  January  26,  2000 

In  view  of  the  official  closing  of  Federal  Govemment  offices 
in  the  Washington,  D.C.  metropolitan  area,  including  the 
Patent  and  Trademark  Office,  on  Tuesday,  January  25,  2000, 
and  Wednesday,  January  26,  2000,  the  Patent  and  Trademark 
Office  will  consider  each  of  those  days,  a  "Federal  holiday 
within  the  District  of  Columbia"  under  35  U.S.C.  §  21  and  37 
C.F.R.  §§  1.6,  1.7  and  1.9.  Any  action  or  fee  due  on  those  days 
will  be  considered  as  timely  for  the  purposes  of,  e.g.,  35  U.S.C. 
119,  120,  133  and  151,  if  the  action  is  taken,  or  the  fee  paid,  on 
the  next  succeeding  business  day  on  which  the  Patent  and 
Trademark  Office  was  open,  that  is,  Thursday,  January  27, 
2000. 

37  C.F.R.  §§  1.6(a)(2)  and  (4)  provide  that  correspondence 
deposited  as  Express  Mail  in  accordance  with  37  C.F.R.  §  1.10, 
and  trademark-related  correspondence  transmitted  electroni- 
cally, will  be  considered  filed  on  the  date  of  deposit  with  the 
United  States  Postal  Service,  or  the  date  the  PTO  receives  the 
electronic  transmission,  respectively.  Thus,  any  paper  or  fee 
properly  deposited  as  Express  Mail  on  January  25,  2000,  or 
January  26,  2000,  in  accordance  with  37  C.F.R.  §  1.10  (that  is, 
shown  by  a  "date-in"  of  January  25,  2000,  or  January  26,  2000, 
on  the  Express  Mail  mailing  label),  or  trademark-related 
correspondence  transmitted  electronically  on  either  January 
25,  2000,  or  January  26,  2000,  will  be  considered  filed  on  its 
respective  date  of  deposit  in  Express  Mail,  or  receipt  of  the 
electronic  transmission. 


January  27,  2000 


CLARENCE  C.  CRAWFORD  for 
Q.  TODD  DICKINSON 

Assistant  Secretary  of  Commerce  and 

Commissioner  of  Patents 

and  Trademarks 

[1231  OG  68] 


(17)      Closing  of  the  Patent  and  Trademark  OflBce 
on  Friday,  December  26,  1997 

In  view  of  the  official  closing  of  the  Federal  govemment 
offices,  including  the  Patent  and  Trademark  Office,  on  Friday, 
December  26,  1997,  by  Executive  order  of  the  President,  the 
Patent  and  Trademark  Office  will  consider  December  26,  1997, 
as  a  "Federal  holiday  within  the  District  of  Columbia"  under 
35  U.S.C.  §  21  and  37  C.RR.  §§  1.6,  1.7  and  1.9.  Any  action 
or  fee  due  on  that  day  will  be  considered  as  timely  for  the 
purposes  of,  e.g.,  35  U.S.C.  §§  119,  120,  133  and  151,  if  the 
action  is  taken,  or  the  fee  paid,  on  the  next  succeeding  business 
day  on  which  the  Patent  and  Trademark  Office  is  open,  that  is, 
Monday,  December  29,  1997. 

37  C.F.R.  §  1.6(a)(2)  provides  that  correspondence  depos- 
ited as  Express  Mail  in  accordance  with  37  C.F.R.  §  1.10  will 
be  considered  filed  on  the  date  of  its  deposit.  This  will  occur 
even  though  the  date  of  deposit  date  is  a  Saturday,  Sunday  or 
Federal  holiday  within  the  District  of  Columbia. 

Information  regarding  whether  or  not  the  Office  is  officially 
closed  on  any  particular  day  may  be  obtained  by  calling 
1-800-786-9199  or  703-308-4357. 


December  18,  1997 


BRUCE  A.  LEHMAN 

Assistant  Secretary  of  Commerce  and 

Commissioner  of  Patents 

and  Trademarks 

[1206  OG  650] 


1280  OG  30 
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March  2.  2004 


(18) 


United  States  Postal  Service 
Non-Delivery  of  Mail 


This  notice  is  to  advise  the  public  of  a  mail  disruption  which 
occurred  for  correspondence  mailed  in  late  July  1996,  directed 
to  the  Patent  and  Trademark  OfBce  (PTO)  Zip  Code  20231.  As 
a  result  of  a  United  States  Postal  Service  (USPS)  error,  some 
mail  directed  to  Zip  Code  2023 1  was  returned  to  the  sender  as 
"undeliverable."  The  USPS  has  now  corrected  the  problem  and 
mail  directed  to  Zip  Code  20231  is  presently  being  delivered  as 
usual.  This  disruption  did  not  affect  mail  addressed  to  the 
Assistant  Commissioner  for  Trademarks,  2900  Crystal  Drive, 
Arlington,  VA  22202-3513. 

The  PTO  has  been  advised  by  the  USPS  that  any  mail 
returned  as  a  result  of  this  particular  USPS  error  will  be 
accepted  by  the  USPS  if  resubmitted  at  a  service  window  in  the 
same  envelope.  No  additional  postage  will  be  required.  It  is 
suggested  that  the  USPS  employee  at  the  service  window  be 
consulted  about  crossing  out  any  "undeliverable"  notation  on 
the  envelope.  Any  problems  associated  with  the  resubmission 
should  be  immediately  called  to  the  attention  of  the  USPS, 
particularly,  Ms.  Cynthia  McMullen  at  (202)  636-1278/1279  or 
by  way  of  the  Internet  at  cmcmull@email.usps.gov. 

1.  Papers  Filed  Pursuant  To  37  CFR  1.8 

Any  correspondence  mailed  by  first  class  mail  with  a 
certificate  of  mailing  thereon  in  compliance  with  37  CFR  1.8 
which  was  returned  to  the  sender  as  a  result  of  this  particular 
USPS  error  and  which  is  either  resubmitted  to  the  USPS  for 
delivery  or  delivered  to  the  PTO  by  private  courier  will  be 
stamped  by  the  PTO  with  the  actual  date  of  receipt  in  the  PTO. 
The  correspondence  will,  however,  be  accorded  the  benefit  of 
any  certificate  of  mailing  under  37  CFR  1.8. 

2.  Papers  Filed  Pursuant  To  37  CFR  1.10 

Any  correspondence  mailed  by  "Express  Mail"  with  the 
"Express  Mail"  label  number  placed  thereon  in  accordance 
with  37  CFR  1.10  which  was  returned  to  the  sender  as  a  result 
of  this  particular  USPS  error  and  which  is  either  resubmitted  to 
the  USPS  for  delivery  or  delivered  to  the  PTO  by  private 
courier  will  be  stamped  with  the  original  date  of  deposit  as 
"Express  Mail"  with  the  USPS  or  the  next  business  day,  if  the 
date  of  deposit  is  a  Saturday,  Sunday,  or  Federal  holiday  within 
the  District  of  Columbia.  37  CFR  1.6(a)(2).  The  correspon- 
dence must  be  received  by  the  PTO  in  the  original  "Express 
Mail"  envelope  or  be  accompanied  by  either  the  original 
"Express  Mail"  label  or  a  legible  copy  thereof. 

3.  Paper  Not  Filed  Pursuant  To  37  CFR  1.8  or  1.10 

Section  21(a)  of  title  3:5,  United  States  Code,  provides  that 
[t]he  Commissioner  may  by  rule  prescribe  that  any  paper  or  fee 
required  to  be  filed  in  the  Patent  and  Trademark  Ofiice  will  be 
considered  filed  in  the  Office  on  the  date  on  which  it  was 
deposited  with  the  United  States  Postal  Service  ..." 

Therefore,  in  order  to  minimize  the  impact  of  this  particular 
USPS  error,  any  correspondence  deposited  with  the  USPS 
which  was  returned  as  a  result  of  the  error  and  which  was 
originally  mailed  by  first  class  mail  without  a  certificate  of 
mailing  under  .  .  .  37  CFR  1.8  or  by  "Express  Mail"  without 
the  "Express  Mail"  label  number  placed  on  the  correspon- 
dence will  be  stamped  by  the  PTO  with  the  original  postmark 
date,  rather  than  the  date  of  receipt  in  the  PTO,  or  the  next 
business  day,  if  the  original  postmark  date  is  a  Saturday, 
Sunday,  or  Federal  holiday  within  the  District  of  Columbia. 

In  order  to  take  advantage  of  this  temporary  practice,  any 
patent  or  trademark  correspondence  affected  by  this  disruption 
must  be  promptly  resubmitted  to  the  PTO  in  a  new  envelope 
addressed  to  the 

Assistant  Commissioner  for  Patents 
Box  Postal  Disruption 
Washington,  DC  20231 

Such  correspondence  must  be  accompanied  by  the  original 
mailing  envelope  or  a  copy  thereof  showing  the  original 
postmark  date  and  by  a  certificate  demonstrating  the  original 


mailing  date.  Applicant  should  retain  a  copy  of  the  original 
mailing  envelope  in  his  or  her  file  in  case  a  question  is  later 
raised  concerning  the  original  date  of  maiUng. 

A  suggested  certificate  is  as  follows: 

The  undersigned  certifies  that  the  attached  correspondence 
was  deposited  as  first  class  mail/"Express  Mail"  with  the  U.S. 
Postal  Service  with  sufficient  postage  addressed  to  the  PTO  at 

Washington,  DC  2023 1  on and  was  returned  as 

a  result  of  a  Postal  Service  error. 

Accordingly,  it  is  requested  that  the  filing  date  of 
be  accorded  the  correspondence. 


(Printed  Name) 


(Signed) 


(Date) 

Papers  which  were  returned  to  the  sender  and  forwarded  to 
the  PTO  prior  to  this  notice  or  papers  promptly  returned  to  the 
PTO  in  the  original  envelope  after  this  notice  will  be  given  the 
postmark  date  to  the  extent  possible. 

Any  review  of  these  matters  would  be  by  way  of  petition  (no 
petition  fee  required)  providing  whatever  arguments  and  evi- 
dence petitioner  has  that  the  apphcation/correspondence  is 
entitled  to  a  different  filing  date. 

Questions  concerning  this  notice  should  be  directed  to  John 
F  Gonzales,  Senior  Legal  Advisor,  (703)  305-9285. 


August  9,  1996 


BRUCE  A.  LEHMAN 

Assistant  Secretary  of  Commerce  and 

Commissioner  of  Patents  and 

Trademarks 

[1189  OG  92] 


(19)      Closing  of  the  Patent  and  Trademark  OfBce 
on  Friday,  January  12,  1996 

In  view  of  the  official  closing  of  the  Federal  government 
offices  in  the  Washington,  D.C.  metropolitan  area,  including 
the  Patent  and  Trademark  Office,  on  Friday,  January  12,  1996, 
the  Patent  and  Trademark  Office  will  consider  January  12, 
1996,  a  "federal  holiday  within  the  District  of  Columbia" 
under  35  U.S.C.  §  21  and  37  CFR.  §§  1.6,  1.7  and  1.10.  Any 
action  or  fee  due  on  that  day  will  be  considered  as  being  timely 
filed  if  the  action  is  taken,  or  the  fee  paid,  on  the  next 
succeeding  business  day  on  which  the  Patent  and  Trademark 
Office  was  open,  that  is,  Tuesday,  January  16,  1996  (Monday, 
January  15,  1996,  was  a  federal  holiday,  Martin  Luther  King, 
Jr's.  Birthday). 


January  24,  1996 


BRUCE  A.  LEHMAN 

Assistant  Secretary  of  Commerce  and 

Commissioner  of  Patents 

and  Trademarks 

[1183  OG  60] 


(20)      Closing  of  the  Patent  and  Trademark  OflBce 
on  Monday,  January  8,  1996  through 
Wednesday,  January  10,  1996 

In  view  of  the  official  closing  of  the  Federal  government 
offices  in  the  Washington,  D.C.  metropolitan  area,  including 
the  Patent  and  Trademark  OfBce,  on  Monday,  January  8,  1996 
through  Wednesday,  January  10,  1996,  the  Patent  and  Trade- 
mark Office  will  consider  each  of  those  days,  a  "federal 
holiday  within  the  District  of  Columbia"  under  35  U.S.C.  §  21 
and  37  CFR.  §§  1.6,  1.7  and  1.10.  Any  action  or  fee  due  on 
any  of  those  days  will  be  considered  as  being  timely  filed  if  the 
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I 


action  is  taken,  or  the  fee  paid,  on  the  next  succeeding  business 
day  on  which  the  Patent  and  Trademark  Ofi&ce  was  open,  that 
is,  Thursday,  January  11,  1996. 


January  24,  1996 


BRUCE  A.  LEHMAN 

Assistant  Secretary  of  Commerce  and 

Commissioner  of  Patents 

and  Trademarks 

[1183  OG  59] 


(21)  Closing  of  the  Patent  and  Trademark  OfiBce  on 
Wednesday,  April  27,  1994 

In  view  of  the  fact  that  Federal  government  offices  in  the 
Washington,  D.C.  metropolitan  area,  including  the  Patent  and 
Trademark  Office,  were  officially  closed  on  April  27,  1994,  the 
day  proclaimed  by  President  CUnton  as  a  National  Day  of 
Mourning,  the  Patent  and  Trademark  Office  will  consider  April 
27,  1994  a  "holiday  within  the  District  of  Columbia"  under  35 
U.S.C.  §  21.  Any  action  or  fee  due  that  day  will  be  considered 
as  timely  for  the  purposes  of  e.g.,  35  U.S.C.  §§  119,  133  and 
151,  if  the  action  is  taken,  or  fee  paid,  on  April  28,  1994. 


May  2,  1994 


BRUCE  A.  LEHMAN 

Assistant  Secretary  of  Commerce  and 

Commissioner  of  Patents 

and  Trademarks 

[1162  OG  104] 


1280  OG  31 
(21) 


(24) 


Filing  of  Papers  During  Unscheduled  Closings 
of  the  Patent  and  Trademark  OfiBce 


When  the  Patent  and  Trademark  Office  is  officially  closed  by 
Executive  Order  of  the  President  or  by  the  Office  of  Personnel 
Management  for  an  entire  day  because  of  some  unscheduled 
event,  such  as  adverse  weather  conditions,  the  Patent  and 
Trademark  Office  will  consider  that  day  as  a  "federal  holiday 
within  the  District  of  Columbia"  under  35  U.S.C.  §  21.  Any 
action  or  fee  due  that  day  will  be  considered  as  timely  for  the 
purposes  of,  e.g.,  35  U.S.C.  §§  119,  133  and  151,  if  the  action 
is  taken,  or  fee  paid,  on  the  next  succeeding  business  day  on 
which  the  Patent  and  Trademark  Office  is  open. 

When  the  Patent  and  Trademark  Office  is  open  for  business 
during  any  part  of  a  business  day  between  8:30  a.m.  and  5:00 
p.m.,  papers  are  due  on  that  day  even  though  the  Office  may  be 
officially  closed  for  some  period  of  time  during  the  business 
day  because  of  an  unscheduled  event.  The  procedures  of  37 
CFR  1.8  or  1.10  may  be  used,  as  appropriate,  for  the  filing  of 
papers.  On  any  day  the  Office  is  open  for  at  least  part  of  the 
day,  papers  may  also  be  deposited  up  to  midnight  in  any  boxes 
which  are  provided  by  the  Patent  and  Trademark  Office  under 
37  CFR  1.6(c). 

Information  regarding  whether  or  not  the  Office  is  officially 
closed  on  any  particular  day  may  be  obtained  by  calling 
(703)-557-INFO. 


Nov.  18,  1988 


DONALD  J.  QUIGG 

Assistant  Secretary  and 

Commissioner  of  Patents 

and  Trademarks 


[1097  OG  53] 


(22)         Closing  of  Patent  and  Trademark  OfiBce 
on  Thursday,  January  20,  1994 
and  Friday,  February  11,  1994 

In  view  of  the  official  closing  of  the  Federal  and  District  of 
Columbia  government  offices  in  the  Washington,  D.C.  metro- 
politan area,  including  the  Patent  and  Trademark  Office,  on 
January  20,  1994  and  February  11,  1994,  the  Patent  and 
Trademark  Office  will  consider  each  of  those  days  a  "federal 
hohday  within  the  District  of  Columbia"  under  35  U.S.C.  §  21. 
Any  action  or  fee  due  on  either  of  those  days  will  be 
considered  as  timely  for  the  purpose  of,  e.g.,  35  U.S.C.  §§  119, 
133  and  151,  if  the  action  is  taken,  or  fee  paid,  on  the  next 
succeeding  business  day  on  which  the  Patent  and  Trademark 
Office  was  open  (i.e.,  Friday,  January  21,  1994,  and  Monday, 
February  14,  1994,  respectively). 


March  10,  1994 


BRUCE  A.  LEHMAN 

Assistant  Secretary  of  Commerce  and 

Commissioner  of  Patents 

and  Trademarks 

[1161  OG  12] 


(25) 


Closing  of  Patent  and  Trademark  OfiBce 
on  Monday,  Feb.  23,  1987 


In  view  of  the  official  closing  of  the  Federal  and  District  of 
Columbia  govenmient  offices  in  the  Washington,  D.C.  metro- 
politan area,  including  the  Patent  and  Trademark  Office,  on 
Feb.  23,  1987,  the  Patent  and  Trademark  Office  will  consider 
Feb.  23,  1987,  a  "federal  holiday  within  the  District  of 
Columbia"  under  35  U.S.C.  21.  Any  action  or  fee  due  that  day 
will  be  considered  as  timely  for  the  purposes  of,  e.g.,  35  U.S.C. 
119,  133  and  151,  if  the  action  is  taken,  or  fee  paid,  on  Feb.  24, 
1987. 


Feb.  27,  1987 


DONALD  J.  QUIGG 

Assistant  Secretary  and 

Commissioner  of  Patents 

and  Trademarks 


[1098  OG  548] 


(23)      Closing  of  the  Patent  and  Trademark  OfiBce 
on  Friday,  Jan.  20,  1989 

In  view  of  the  fact  that  Federal  and  District  of  Columbia 
government  offices  in  Washington,  D.C.  metropolitan  area, 
including  the  Patent  and  Trademark  Office  were  officially 
closed  on  Jan.  20,  1989,  the  Patent  and  Trademark  Office  will 
consider  Jan.  20,  1989,  a  "holiday  within  the  District  of 
Columbia"  under  35  U.S.C.  21.  Any  action  or  fee  due  that  day 
will  be  considered  as  timely  for  the  purposes  of  e.g.  35  U.S.C. 
§§  119,  133  and  151,  if  the  action  is  taken,  or  fee  paid,  on  Jan. 
23,  1989.  Papers  deposited  in  U.S.  Department  of  Commerce 
District  Offices  on  Jan.  20,  1989,  will  similarly  be  considered 
timely  for  the  purposes  of  35  U.S.C.  §§  119,  133  and  151. 


Jan.  6,  1989 


DONALD  J.  QUIGG 

Assistant  Secretary  and 

Commissioner  of  Patents 

and  Trademarks 


(26) 


Closing  of  Patent  and  Trademark  OfiBce 
on  Monday,  Jan.  26,  1987 


In  view  of  the  official  closing  of  the  Federal  and  District  of 
Columbia  government  offices  in  the  Washington,  D.C.  metro- 
poUtan  area,  including  the  Patent  and  Trademark  Office,  on 
Jan.  26,  1987,  the  Patent  and  Trademark  Office  will  consider 
Jan.  26,  1987,  a  "federal  holiday  within  the  District  of 
Columbia"  under  35  U.S.C.  §  21.  Any  action  or  fee  due  that 
day  will  be  considered  as  timely  for  the  purpose  of,  e.g.,  35 
U.S.C.  §§  119,  133  and  151,  if  the  action  is  taken,  or  fee  paid, 
on  Jan.  27,  1987. 


Jan.  28,  1987 


DONALD  W.  PETERSON 

Acting  Assistant  Secretary 

and  Commissioner  of  Patents 

and  Trademarks 


[1098  OG  548] 


[1075  OG  29] 


1280  OG  32 
(27) 


OFFICIAL  GAZETTE 


March  2,  2004 


(27) 


Federal  Government  Holidays,  1996 


Monday,  January  1 
Monday,  January  15 
Monday,  February  19 
Monday,  May  27 
Thursday,  July  4 
Monday,  September  2 
Monday,  October  14 
Monday,  November  11 
Thursday,  November  28 
Wednesday,  December  25 


New  Year's  Day 

Martin  Luther  King,  Jr.'s  Birthday 

Presidents'  Day 

Memorial  Day 

Independence  Day 

Labor  Day 

Columbus  Day 

Veterans'  Day 

Thanksgiving  Day 

Christmas  Day 


Correspondence  that  would  have  been  filed  with  the  USPTO 
under  37  CFR  1.10  during  this  USPS  service  interruption,  but 
which  was  not  filed  due  to  the  USPS  service  interruption, 
should  be  filed  promptly  after  the  termination  of  the  USPS 
service  interruption  with  a  statement  that  the  correspondence 
would  have  been  deposited  with  the  USPS  but  for  the 
designated  interruption  or  emergency  in  "Express  Mail"  ser- 
vice. 

Inquiries  concerning  this  notice  may  be  directed  to  Eugenia 
Jones  by  e-mail  at  eugenia.jones@uspto.gov  or  telephone  at 
703-306-5586. 

(1262  OG  94) 


[1184  OG  108] 


(29) 


(28) 


United  States  Postal  Service 
Interruptions  and  Emergency  Terminated 


The  power  outage  on  Thursday,  August  14,  2003,  resulted  in 
a  number  of  United  States  Postal  Service  (USPS)  post  offices 
throughout  the  Northeast  and  Midwest  United  States  being 
closed  or  not  accepting  mail.  The  United  States  Patent  and 
Trademark  Office  (USPTO)  published  a  notice  on  Friday, 
August  15,  2003,  on  its  Internet  Web  site  designating  this 
interruption  in  the  service  of  the  USPS  as  a  postal  service 
interruption  and  an  emergency  within  the  meaning  of  35 
U.S.C.  §  21(a)  and  37  CFR  1.6(e).  The  USPS  has  notified  the 
USPTO  that  this  interruption  in  the  service  of  the  USPS  ended 
on  Saturday,  August  16,  2003.  Therefore,  the  USPTO  has 
terminated  the  designation  of  this  interruption  in  the  service  of 
the  USPS  as  a  postal  service  interruption  and  an  emergency 
within  the  meaning  of  35  U.S.C.  §  21(a)  and  37  CFR  1.6(e). 

Correspondence  that  would  have  been  filed  with  the  USPTO 
under  37  CFR  1.10  on  Thursday,  August  14,  2003,  through 
Saturday,  August  16,  2003,  but  which  was  not  filed  due  to  the 
USPS  service  interruption,  should  now  be  filed  with  the 
USPTO  under  37  CFR  1.10  with  a  statement  that  the  corre- 
spondence would  have  been  deposited  with  the  USPS  on 
Thursday,  August  14,  2003,  Friday,  August  15,  2003,  or  on 
Saturday,  August  16,  2003,  but  for  this  designated  interruption 
in  the  "Express  Mail"  service  of  the  USPS. 

The  provisions  of  35  U.S.C.  §  21(a)  and  37  CFR  1.6(e) 
apply  only  to  postal  interruptions  and  emergencies.  The 
provisions  of  35  U.S.C.  §  21(a)  and  37  CFR  1.6(e)  do  not 
provide  for  the  granting  of  a  filing  date  to  correspondence  as  of 
the  date  on  which  it  would  have  been  filed  but  for  other 
exigencies,  such  as  the  unavailability  of  a  computer  or  word 
processing  equipment,  or  the  inaccessibility  of  an  office  or 
building  other  than  a  USPS  facility. 

Inquiries  concerning  this  notice  may  be  directed  to  Eugenia 
Jones  by  e-mail  at  eugenia.jones@uspto.gov  or  telephone  at 
703-306-5586. 


August  19,  2003 


JON  W.  DUDAS  for 

JAMES  E.  ROGAN 

Under  Secretary  of  Commerce  for 

Intellectual  Property  and  Director  of 

the  United  States  Patent  and 

Trademark  Office 


The  following  notice  was  published  August  15,  2003,  on  the 
USPTO' s  Internet  Web  site  (www.uspto.gov) 

UNITED  STATES  POSTAL  SERVICE 
INTERRUPTIONS 

The  United  States  Postal  Service  (USPS)  has  informed  the 
United  States  Patent  and  Trademark  Office  (USPTO)  that  as  a 
result  of  the  power  outage  on  Thursday,  August  14,  2003,  a 
number  of  post  offices  throughout  the  Northeast  and  Midwest 
United  States  are  closed  or  are  not  accepting  mail.  The  USPTO 
is  designating  the  interruption  in  the  service  of  the  USPS  as  a 
postal  service  interruption  and  an  emergency  within  the 
meaning  of  35  U.S.C.  21(a)  and  37  CFR.  1.6(e).  As  soon  as 
the  USPTO  receives  further  information  from  the  USPS  as  to 
when  postal  services  in  the  affected  areas  will  be  resumed,  the 
USPTO  will  post  the  information  on  the  USPTO' s  Internet 
Web  site  at  www.uspto.gov  and  a  final  notice  will  be  published 
in  the  Official  Gazette. 


Processing  of,  and  Requirements  for, 

the  Filing  of  Duplicate  Applications  and 

Papers  in  Patent  Applications  in  view  of 

USPS  Mail  Delays 


Although  mailed  correspondence  is  being  received  by  the 
United  States  Patent  and  Trademark  Office  (USPTO  or  Office), 
many  papers  that  were  mailed  by  first  class  mail  or  Express 
Mail  through  the  United  States  Postal  Service  (USPS)  in 
October  and  November  of  2001  have  had  their  delivery 
delayed.  See  Mitigation  of  Delays  in  Mail  Deliveries  to  the 
USPTO.  which  is  posted  on  the  USPTO  Internet  Web  site  at: 
http://www.uspto.gov/septemberll/mitigationofmaildelay- 
s.htm.  Some  of  those  papers  still  have  not  been  received  by  the 
USPTO.  Although  the  USPS  reports  (http;//www.usps.com/ 
news/2001/press/prOl  1023facthtm^  that  "98%  of  mail  at 
the  Brentwood  facility  has  been  sanitized  and  delivered,"  the 
USPS  has  also  informed  the  USPTO  that  some  of  the  mail  that 
was  in  the  Brentwood  Mail  facility  on  October  21  or  22,  2001 
may  never  be  received  by  the  USPTO  because  of  anthrax- 
related  decontamination  activities.  Some  applicants,  concerned 
about  papers  mailed  during  this  time  period  that  have  not  been 
received  by  the  USPTO,  have  filed  duplicate  copies  of  the 
original  correspondence  along  with  a  statement  that  meets  the 
requirement  in  37  CFR  1.8(b)(3)  prior  to  any  holding  of 
abandonment  to  permit  the  Office  to  more  timely  act  on  the 
correspondence.  While  Office  processing  of  such  duplicates 
will  enable  the  examination  process  to  move  forward,  appli- 
cants should  be  aware  that  the  submission  of  duplicate  copies 
may  be  unnecessary  (and  could  slow  down  the  processing  of 
the  application)  and  that  double  charging  (collection)  of  the 
fees  may  result  from  subsequent  processing  by  the  Office  of  the 
delayed  original,  which  may  lead  to  the  submission  for,  and  the 
processing  of,  refund  requests.  The  Office  will  try,  however,  to 
avoid  double  charging  (collection)  of  fees  as  much  as  is 
possible. 

I.  Timeliness  of  Replies  Whose  DeUvery  to  the  Oflfice  has  been 
Delayed: 

In  accordance  with  the  Office's  usual  practice,  if  a  paper  was 
mailed  with  a  certificate  of  mailing,  the  Office  will  determine 
the  timeliness  (e.g.,  35  U.S.C.  133)  of  the  paper  based  on  the 
certificate  of  mailing  date  as  set  forth  in  37  CFR  1.8(a).  See 
Manual  of  Patent  Examining  Procedure  (MPEP).  Eighth  Edi- 
tion, §  512,  (August  2001).  If  a  paper  was  sent  by  Express 
Mail,  the  Office  will  determine  the  timeliness  and  filing  date 
of  the  paper  based  on  the  date  of  deposit  with  the  USPS,  which 
is  the  "date-in"  on  the  Express  Mail  mailing  label  as  set  forth 
in  37  CFR  1.10(a).  See  MPEP  §  513.  Therefore,  if  the 
procedures  under  37  CFR  1.8  or  1.10  have  been  followed,  any 
delays  in  delivery  of  the  paper  to  the  Office  will  not  impact  the 
timeliness  of  the  paper.  The  Office  will  process  a  reply  (whose 
delivery  to  the  Office  has  been  delayed)  as  timely  if  the  date  on 
the  certificate  of  mailing,  or  the  "date-in"  on  the  Express  Mail 
mailing  label,  is  within  the  period  for  reply  set  forth  in  the  prior 
Office  action  or  notice. 

II.  Timeliness  of  Duplicate  Replies  Filed  when  the  Original  has 
not  been  Received  by  the  Office: 

A.  If  the  duplicate  is.  itself,  timely  filed:  If  applicant  submits 
a  duplicate  copy  of  a  paper  that  has  not  been  received  in  the 
Office,  the  duphcate  paper  will  be  processed  by  the  Office  as 
timely  if  the  duplicate  is  filed  within  the  period  for  reply  to  the 
prior  Office  action  or  notice  (not  considering  any  extensions  of 
time  that  may  have  been  available). 
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B.  If  a  duplicate  is  filed  after  the  expiration  of  reply  period 
but  with  acceptable  proof  of  prior  timely  filing:  If  the  original 
reply  was  timely  mailed  within  the  period  from  October  13, 
2001  to  December  1,  2001  using  the  certificate  of  mailing 
procedure  under  37  CFR  1.8,  and  a  duplicate  copy  is  received 
in  the  Office  after  the  period  for  reply  has  expired,  then  the 
Office  shall  accept  the  duplicate  as  the  reply,  and  to  have  been 
timely  filed,  if  applicant  submits: 

(1)  a  copy  of  the  previously  mailed  reply  and  certificate  of 
mailing  of  the  previously  mailed  reply  (the  certificate  of 
mailing  must  be  signed  and  the  certificate  of  mailing  must 
itself  indicate  the  date  of  mailing);  and 

(2)  a  statement  that  the  reply  was  previously  mailed  to  the 
USPTO  on  the  date  indicated  on  the  certificate  of  mailing. 

It  is  not  sufficient  to  stamp  the  reply  "Duplicate"  or  "Copy" 
and  to  fax  the  document  to  the  USPTO,  a  statement  is  always 
required.  The  statement  can  be  part  of  the  fax  transmittal  cover 
sheet  or  the  cover  letter  so  long  as  the  fax  transmittal  sheet  is 
signed  as  specified  below.  The  statement  must  be  signed  by: 
the  person  who  personally  mailed  the  original  reply,  a  regis- 
tered patent  attorney  or  agent,  the  assignee  of  the  entire 
interest,  or  the  applicant  (all  of  the  inventors  or  the  party 
qualified  under  37  CFR  1.42,  1.43  or  1.47).  For  example,  the 
statement  may  be:  "This  is  a  copy  of  correspondence  that  was 

mailed  to  the  USPTO  on date"  or  "This  is  a  copy  of  an 

amendment  that  was  mailed  to  the  USPTO  on  the  date  of  the 
certificate  of  mailing." 

If  a  certificate  of  mailing  as  set  forth  in  37  CFR  1.8  was  not 
used  (or  if  the  certificate  of  mailing  was  not  signed,  or  if  the 
certificate  of  mailing  did  not  include  a  date),  and  applicant 
does  not  have  a  post  card  receipt  for  the  correspondence,  the 
Office  cannot  accord  the  duplicate  correspondence  any  date 
other  than  the  date  that  the  duplicate  was  actually  received  in 
the  Office.  If  the  duplicate  copy  was  not  itself  timely  filed, 
applicant  should  consider  filing  a  petition  to  revive  under  37 
CFR  1.137(a)  or  (b). 

To  the  extent  that  this  treatment  of  showings  as  set  forth 
37  CFR  1.8(b)(3)  is  less  stringent  than  the  requirements  set 
forth  in  37  CFR  1.8(b)(3),  the  provisions  of  37  CFR 
1.8(b)(3)  are  hereby  sua  sponte  waived  for  replies  mailed  on 
or  after  October  13,  2001  and  no  later  than  December  1, 
2001. 

in.  Establishing  that  a  Paper  other  than  a  Reply  was  Mailed  to 
the  USPTO 

A  paper  that  is  not  a  reply  to  an  Office  action  or  is  not  a 
correspondence  that  is  required  to  be  filed  in  the  USPTO 
within  a  set  period  of  time  is  NOT  entitled  to  the  benefit  of  a 
certificate  of  mailing  under  37  CFR  1.8(a).  The  filing  date  of 
such  a  paper  is  the  actual  date  of  receipt  in  the  USPTO,  except 
as  provided  by  37  CFR  1.10.  For  example,  a  preliminary 
amendment  is  not  a  reply  to  an  Office  action  and,  therefore, 
would  not  receive  the  benefit  of  a  certificate  of  mailing  under 
37  CFR  1.8(a).  On  the  other  hand,  an  information  disclosure 
statement  (IDS)  will  be  considered  to  have  been  filed  on  the 
"date  that  it  was  received  in  the  Office,  or  an  earlier  date  of 
mailing  if  accompanied  by  a  properly  executed  certificate  of 
mailing."  See  MPEP  609,  page  600-124.  An  IDS  is  entitled  to 
the  benefit  of  a  certificate  of  mailing  under  37  CFR  1 .8(a)  since 
the  IDS  is  a  correspondence  that  is  required  to  be  filed  in  the 
USPTO  within  a  set  period  of  time.  To  establish  that  a  paper 
not  entitled  to  the  benefit  of  a  certificate  of  mailing  under  37 
CFR  1.8(a)  was  filed  in  the  USPTO,  applicant  must  have  used 
Express  Mail  and  comply  with  the  provisions  of  37  CFR  1.10, 
or  have  a  post  card  receipt  establishing  that  the  paper  was 
actually  received  in  the  USPTO.  Other  than  in  these  circum- 
stances, the  rules  do  not  provide  a  mechanism  for  establishing 
that  such  a  paper  was  filed  in  the  USPTO. 

IV.  Office  Will  Try  to  Call  Before  Abandoning  Applications 
Without  a  Reply: 

In  most  circumstances,  before  holding  an  application  to  be 
abandoned,  staff  from  the  Technology  Centers  and  the  Office  of 
Patent  Publication  will  attempt  to  call  apphcants  to  see  if  a 
reply  has  been  previously  filed.  If  a  reply  has  been  filed, 
applicant  will  be  requested  to  fax  (or  file)  a  duplicate  copy  of 
the  prior  (original)  paper  along  with  a  showing  as  set  forth  in 
37  CFR  1.8(b)(3)  in  order  to  avoid  the  application  from  being 
held  abandoned. 


If  applicant  files  a  duplicate  with  an  acceptable  showing  as 
set  forth  in  37  CFR  1.8(b)(3),  it  will  avoid  both  the  Office 
holding  the  application  as  abandoned,  and  the  processing 
delays  associated  with  the  withdrawal  of  such  abandonment. 

V.  Duplicate  Fee  Charges  (Collections)  are  Possible  When 
Duplicates  are  Filed: 

When  the  Office  is  processing  a  duplicate  before  processing 
the  original,  the  Office  shall  charge  (collect)  all  fees  that  are 
due  for  the  proper  processing  of  the  paper,  and  will  not  process 
any  papers  that  are  not  accompanied  by  the  appropriate  fee. 
Accordingly,  applicants  should  expect  that  the  same  fees  may 
inadvertently  be  charged  (collected)  when  the  Office  later 
processes  the  original  paper.  The  Office  will  try  to  avoid  this 
type  of  double  charging  (collecting)  by  checking  to  see  if  the 
fees  required  to  process  a  delayed  original  paper  were  previ- 
ously charged  (collected)  and,  if  previously  charged  (col- 
lected), the  Office  will  not  charge  (collect)  the  fees  a  second 
time.  The  Office,  however,  cannot  guarantee  that  double 
charging  (collecting)  will  not  occur.  If  the  Office  processes  fees 
with  both  the  duplicate  and  then  the  original  papers,  applicant 
may  request  a  refund  under  37  CFR  1.26.  If  the  application  has 
been  allowed,  the  refund  request  should  be  filed  after  the  patent 
has  been  issued  in  order  to  avoid  printing  delays.  When  the 
original  paper  corresponding  to  the  duplicate  is  received,  the 
original  paper  will  be  attached  to  the  duplicate  in  the  applica- 
tion file  wrapper  and  will  not  be  listed  as  a  separate  contents 
entry  for  the  application  in  the  Office's  records.  This  procedure 
will  be  used  notwithstanding  the  procedure  set  forth  in  MPEP 
719.01(a). 

VI.  How  to  File  a  Duplicate  Reply  during  Examination  or  after 
Allowance: 

A.  If  the  Application  is  in  a  Technology  Center:  If  applicant 
desires  to  file  a  duplicate  copy  of  a  reply  to  an  Office  action, 
with  an  appropriate  showing  as  set  forth  in  37  CFR  1.8(b)(3), 
the  duplicate  should  be  faxed  to  the  appropriate  Technology 
Center. 

The  reply  facsimile  numbers  for  each  Technology  Center  that 
should  be  used  are  posted  on  the  USPTO  Internet  web  site  at: 
http;//www.uspto.gov/septemberll/f axnotice.htm. 

B.  If  the  Application  has  been  Allowed:  If  applicant  desires 
to  file  a  duplicate  Issue  Fee  transmittal  (e.g.,  a  duplicate 
PTOL-85B)  in  order  to  pay  the  issue  fee  and  any  publication 
fee,  along  with  a  duplicate  copy  of  other  post  allowance 
correspondence  that  was  submitted  with  the  issue  fee  transmit- 
tal, accompanied  by  an  appropriate  showing  as  set  forth  37 
CFR  1.8(b)(3),  the  duplicate  submission(s)  and  the  showing(s) 
should  be  faxed  to  Box  Issue  Fee:  (703)  746-4000.  If  an 
amendment  under  37  CFR  1.312  was  mailed  before  payment 
of  the  issue  fee,  and  the  Office  has  not  yet  received  the 
amendment,  applicant  should  include  a  copy  of  the  amendment 
(and  a  statemert  explaining  when  the  amendment  was  filed) 
with  the  issue  fee  payment  so  that  the  amendment  under  37 
CFR  1.312  is  not  treated  as  having  been  filed  after  payment  of 
the  issue  fee,  and  therefore  not  entered  (because  amendments 
after  payment  of  the  issue  fee  are  no  longer  permitted). 

VII.  Filing  of  Duplicate  New  Applications  and  Replies  to 
OIPE: 

The  USPTO  appreciates,  that,  where  warranted,  applicants 
should  take  advantage  of  37  CFR  1.8(b)  and  1.10(e),  which 
permits  the  filing  of  duplicate  copies  of  prior  correspondence 
in  place  of  lost  or  missing  originals.  While  applicants  should, 
as  a  general  rule,  promptly  file  a  duplicate  (of  a  new  applica- 
tion filing  or  a  reply  to  an  OIPE  notice)  when  they  become 
aware  that  the  Office  has  not  received,  and  may  not  ever 
receive,  an  item  of  correspondence,  the  level  of  urgency 
usually  associated  with  such  action  should  take  into  account 
the  fact  that  the  USPTO  expects  to  receive  all,  or  substantially 
all,  of  the  delayed  correspondence.  In  addition,  correspondence 
will  be  treated  as  filed  (37  CFR  1.10)  or  timely  (37  CFR  1.8), 
if  applicant  originally  filed  under  those  provisions  regardless 
of  the  length  of  time  that  the  correspondence  took  to  reach  the 
Office.  In  the  event  the  Office  has  not  received  the  original  by 
March  1.  2002  applicant  then  should  file  a  duplicate.  The 
Office  will  mail  a  return  post  card  receipt  and/or  filing  receipt 
or  notice,  as  it  usually  does,  when  correspondence  is  received 
by  the  Office  so  applicant  will  be  informed  when  delayed 
correspondence  has  been  received. 
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When  the  USPTO  receives  a  duphcate  submission,  it  shall 
consider  a  showing  that  a  reply  was  timely  mailed  as  set  forth 
37  CFR  1.8(b),  or  a  petition  for  a  filing  date  under  37  CFR 
1.10(e),  to  have  been  timely  filed  so  long  as  the  showing  or 
petition  is  filed  by  May  of  2002.  To  the  extent  that  this 
standard  for  timeliness  is  less  stringent  than  the  require- 
ments set  forth  in  37  CFR  1.8(b)(1),  1.10(e)(1)  and  1.181(f), 
the  provisions  of  37  CFR  1.8(b)(1),  1.10(e)(1)  and  1.181(f) 
are  hereby  sua  sponte  waived  for  applications  and  papers 
mailed  on  or  after  October  13,  2001  and  no  later  than 
December  1,  2001.  Where  there  is  a  special  need,  however, 
applicants  should  take  advantage  of  the  rules  and  file  duph- 
cates  without  delay.  Special  needs  could  include  the  following: 
applications  and  correspondence  mailed  on  or  after  October 
17,  and  before  October  23,  2001  that  have  not  yet  been 
received  by  the  Office,  Patent  Cooperation  Treaty  application 
filings  where  priority  has  been  claimed,  design  applications, 
replies  to  a  Notice  of  Incomplete  AppUcation  (filing  date  not 
granted)  which  was  mailed  under  37  CFR  1.8,  and  where 
certified  copies  of  an  appHcation  will  be  needed  for  priority 
purposes.  In  all  other  situations,  before  filing  a  duplicate  of  a 
prior  mailed  correspondence  pursuant  to  37  CFR  1.8(b)  and 
1.10(e),  applicants  might  want  to  wait  to  see  if  the  original  is 
later  received. 

If  correspondence  sent  via  Express  Mail  was  returned  to 
applicant  by  the  USPS,  applicants  should  not  file  a  duplicate, 
and  should  instead  mail  the  original  correspondence  back  to 
the  USPTO  as  described  in  the  notice  "Suspension  of  the 
'Express  Mail'  Service  of  United  States  Postal  Service  for  mail 
addressed  to  ZIP  Codes  202xx  through  205xx"  that  is  posted 
on  the  USPTO  Internet  Web  site  at:  http ;//w ww.uspto.gov/ 
septemberll/uspsmaildisrup.htm.  Applicants  who  did  not 
file  an  application  using  Express  Mail  may  wish  to  consider 
filing  a  duplicate  copy  of  the  application  via  Express  Mail,  and 
not  including  the  basic  filing  fee,  or  an  authorization  to  charge 
the  basic  filing  fee  to  a  deposit  account.  When  a  duphcate 
application  is  submitted,  applicant  should  anticipate  that  the 
duplicate  (copy)  application  will  be  processed  as  a  new 
application,  any  fees  due  will  be  attempted  to  be  collected  (as 
by  either  charging  a  deposit  account  if  an  authorization  is 
given,  or  by  mailing  a  Notice  to  File  Missing  Parts,  requiring 
the  filing  fee(s)),  and  a  filing  receipt  mailed.  If  the  filing  date 
accorded  to  the  duplicate  copy  is  an  earlier  filing  date  than  that 
accorded  the  application  that  was  previously  mailed  by  first 
class  mail,  then  applicant  should  respond  to  the  Notice  to  File 
Missing  Parts  and  pay  the  basic  fifing  fee.  If  the  application 
that  was  previously  mailed  by  first  class  mail  is  given  a  filing 
date  before  that  of  the  duplicate,  applicant  need  not  reply  to  the 
Notice  to  File  Missing  Parts  in  the  duplicate  application,  and 
can  just  prosecute  the  original  application  (thereby  allowing 
the  later-filed  duplicate  application  to  go  abandoned). 

When  applicant  mails  a  reply  to  a  Notice  from  OIPE  using 
a  certificate  of  mailing,  the  reply  will  be  considered  to  be 
timely  so  long  as  the  certificate  of  mailing  was  dated  before  the 
due  date  set  in  the  Notice,  regardless  of  the  length  of  time  that 
it  took  to  reach  the  USPTO.  If  the  date  of  receipt  of  the 
correspondence  was  important,  and  applicant  did  not  use 
Express  Mail,  and  the  response  has  not  yet  been  received, 
applicant  may  wish  to  file  a  dupUcate  copy  of  the  reply  by 
Express  Mail.  An  example  of  such  a  situation  would  be  where 
a  reply  to  a  Notice  of  Omitted  Items  included  a  copy  of  a 
missing  page  of  specification  and  requested  a  filing  date  of  the 
date  of  receipt  of  the  page  of  specification.  The  duplicate 
correspondence  mailed  to  the  Office  pursuant  to  the  Express 
Mail  provisions  of  37  CFR  1.10  will  be  given  a  fifing  date  of 
the  "date  in"  accorded  by  the  USPS.  If  the  duplicate  is  faxed  to 
OIPE,  the  correspondence  will  be  given  a  filing  date  as  of  the 
date  of  receipt,  or  if  the  actual  date  of  receipt  is  a  Saturday, 
Sunday  or  Federal  Holiday,  the  next  business  day  (see  37  CFR 
1.6(a)(3)). 

At  the  present  time  applications  held  in  OIPE  that  are 
awaiting  replies  will  not  be  processed  as  abandoned  (if  a  reply 
could  have  been  timely  made  during  this  period  of  delayed 
mail)  and,  therefore,  calls  requesting  applicants  to  submit 
duphcate  copies  of  replies  to  such  notices  will  not  generally  be 
made.  Calls  to  request  such  papers  may  be  made  for  design 
applications. 

VIII.  Patent  Term  Adjustment: 

Applications  filed  on  or  after  May  29,  2000  may  be  eligible 
for  patent  term  adjustment  if  issue  of  the  patent  has  been 


delayed  due  to  the  failure  of  the  Office  to  meet  one  of  the  time 
periods  set  forth  in  35  U.S.C.  154(b)(1).  See  35  U.S.C.  154(b). 
37  CFR  1.703(f)  provides  that  the  date  indicated  on  any 
certificate  of  mailing  or  transmission  under  37  CFR  1.8  is  not 
taken  into  account  in  a  patent  term  adjustment  calculation.  If  a 
reply  to  any  Office  action  or  notice  is  filed  more  than  three 
months  after  the  maiUng  date  of  the  Office  action  or  notice,  the 
period  between  the  date  that  is  three  months  after  the  mailing 
date  of  the  Office  action  or  notice  and  the  date  of  receipt  (37 
CFR  1.6)  of  the  reply  is  considered  a  failure  to  engage  in 
reasonable  efforts  to  conclude  prosecution,  and  any  patent  term 
adjustment  to  which  the  appficant  would  otherwise  be  entitled 
is  required  to  be  reduced  by  this  period.  See  35  U.S.C. 
154(b)(2)(C)(u)  and  37  CFR  1.704(b).  35  U.S.C.  154(b)(3)(C) 
and  37  CFR  1.705(c),  however,  provide  that  an  applicant  may 
request  reinstatement  of  all  or  part  of  the  period  of  adjustment 
reduced  pursuant  to  35  U.S.C.  154(b)(2)(C)  and  37  CFR 
1.704(b)  for  failing  to  reply  to  an  Office  action  or  notice  within 
three  months  of  the  date  of  mailing  of  the  Office  action  or 
notice  if  the  appficant  provides  a  showing  that,  in  spite  of  all 
due  care,  the  applicant  was  unable  to  reply  to  the  Office  action 
or  notice  within  three  months  of  the  date  of  maiUng  of  the 
Office  action  or  notice,  but  35  U.S.C.  154(b)(3)(C)  does  not 
permit  the  Office  to  grant  any  request  for  reinstatement  for 
more  than  three  additional  months  for  each  reply  beyond  three 
months  from  the  date  of  mailing  of  the  Office  action  or  notice. 

If  a  reply  to  an  Office  action  or  notice  was  mailed  on  or  after 
October  13,  2001  and  no  later  than  December  1,  2001  (as 
shown  on  a  certificate  of  mailing  under  37  CFR  1.8),  and  the 
appficant  is  otherwise  entitled  to  patent  term  adjustment  (or 
additional  patent  term  adjustment)  but  for  the  fact  that  there 
was  a  reduction  of  such  patent  term  adjustment  under  35 
U.S.C.  154(b)(2)(C)(fi)  and  37  CFR  1.704(b)  due  to  the  receipt 
of  such  reply  by  the  Office  more  than  three  business  days  after 
the  date  indicated  on  the  certificate  of  mailing,  the  Office  will 
consider  the  USPS  mail  situation  discussed  in  this  notice  to 
constitute  a  sufficient  showing  that,  in  spite  of  all  due  care,  the 
applicant  was  unable  to  reply  to  the  Office  action  or  notice 
within  three  months  of  the  date  of  maifing  of  the  Office  action 
or  notice.  In  this  situation,  the  Office  will,  subject  to  the 
conditions  set  forth  below,  reinstate  a  period  equal  to  the 
period  beginning  on  the  date  that  is  four  business  days  after  the 
date  indicated  on  the  certificate  of  mailing  on  the  reply  and  the 
date  of  receipt  (37  CFR  1.6)  of  the  reply  in  the  Office  up  to  a 
maximum  of  three  months. 

If  an  applicant's  request  for  reinstatement  of  patent  term 
adjustment  for  the  reason  set  forth  above  is  the  sole  basis  for 
requesting  a  change  to  the  patent  term  adjustment  indicated  on 
the  notice  of  allowance,  the  Office  will  waive  the  requirements 
of  37  CFR  1.705  (including  fees)  if  the  apphcant  submits  a 
request  for  reinstatement  of  patent  term  meeting  the  following 
conditions: 

(1)  The  request  is  submitted  no  later  than  the  payment  of  the 
issue  fee  but  no  earlier  than  the  date  of  mailing  of  the  notice  of 
allowance  (unless  the  paper  that  was  delayed  in  the  mail  was 

the  issue  fee  payment  or  other  paper  submitted  with  or  after 
payment  of  the  issue  fee,  in  which  case  the  request  must  be 
submitted  as  soon  as  possible  but  no  later  than  the  day 
before  the  date  of  issue  of  the  patent). 

(2)  The  request  is  transmitted  by  facsimile  to  the  Office  of 
Petitions  at  (703)308-6916. 

(3)  The  request  includes: 

(a)  a  copy  of  the  part  of  page  with  the  certificate  of 
mailing  under  37  CFR  1.8  and  a  description  of  the  paper 
(e.g.,  amendment,  issue  fee  transmittal,  notice  of  ap- 
peal); 

(b)  the  date  of  receipt  in  the  Office  of  the  paper;  and  (c) 
the  number  of  days  requested  to  be  reinstated  as  a  result 
of  the  USPS  mail  situation  discussed  in  this  notice. 

In  addition,  if  appficant  has  access  to  the  Patent  Application 
Information  Retrieval  (PAIR)  system,  a  copy  of  the  PAIR 
contents  records  with  the  entry  highlighted  should  also  be 
included. 

Appficants  are  again  reminded  that  to  maximize  patent  term 
adjustment  they  may  wish  to  consider  fifing  repfies  to  Office 
actions:  (1)  under  the  "Express  Mail"  provisions  of  37  CFR 
1.10;  (2)  by  facsimile;  or  (3)  by  hand-defivery.  See  Changes  to 
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Implement  Patent  Term  Adjustment  Under  Twenty- Year  Patent 
Term.  65  Fed.  Reg.  56366.  56376  (Sept.  18.  2000),  1239  QflF. 
Gaz.  Pat.  Office  14,  22-23  (Oct.  3,  2000)  (final  rule)  (response 
to  comment  10). 

IX.  Contact  Information: 

If  you  have  a  question  relating  to  the  status  of  a  reply  for  an 
application  in  a  Technology  Center,  please  contact  the  Cus- 
tomer Ser\'ice  Representative  of  that  Technology  Center.  If  you 
have  a  question  relating  to  the  receipt  of  a  new  application  or 
a  reply  for  an  application  in  OIPE,  please  contact  the  Customer 
Service  Center  in  OIPE  at  (703)  308-1202.  If  you  have  a 
question  relating  to  the  receipt  of  post  allowance  correspon- 
dence, including  issue  and  publication  fee  payments,  please 
contact  the  Customer  Service  Center  of  the  Office  of  Publica- 
tions at  (703)  305-  8283. 

Questions  concerning  this  notice  should  be  directed  to 
Darnell  Jayne,  Legal  Advisor,  Office  of  Patent  Legal  Admin- 
istration at  (703)  308-6906. 


December  20.  2001 


ROBERT  SPAR  for 

STEPHEN  G.  KUNIN 

Deputy  Commissioner  for  Patent 

Examination  Policy 

[1254  OG  92] 


^    '  Termination  of  the  Suspension  of  the 

"Express  Mail"  Service  of 
United  States  Postal  Service  for 
Mail  Addressed  to  ZIP  Codes  202xx  through  205xx 

On  Friday,  November  16,  2001,  the  United  States  Postal 
Service  (USPS)  temporarily  suspended  Express  Mail  service  to 
Washington.  D.C.,  ZIP  Codes  202xx  through  205xx  (e.g., 
20231).  On  Tuesday,  November  20,  2001,  the  United  States 
Patent  and  Trademark  Office  (USPTO)  posted  a  notice  on  its 
Internet  Web  site  (http://www.uspto.gov/septemberll/usps- 
maildisrup.htm)  establishing  an  Arlington,  VA  22202  address 
for  use  on  an  emergency  basis  for  patent-related  correspon- 
dence being  delivered  to  the  USPTO  by  the  USPS's  Express 
Mail  service. 

On  Thursday,  November  29,  2001,  the  USPS  indicated  that  this 
suspension  of  Express  Mail  service  has  been  terminated.  Since 
the  USPS  has  terminated  this  suspension  of  Express  Mail 
service,  patent-related  correspondence  being  delivered  to  the 
USPTO  by  the  USPS  (either  by  first  class  or  Express  Mail 
service)  should  now  be  addressed  as  set  forth  in  37  CFR 
1.1(a)(1);  that  is,  patent-related  correspondence  should  now  be 
addressed: 

Assistant  Commissioner  for  Patents 
Washington,  DC  20231. 

While  the  USPTO  prefers  that  patent-related  correspondence 
be  addressed  as  set  forth  in  37  CFR  1.1(a)(1)  {i.e.,  to  the  above 
Washington,  DC  20231  address),  the  USPTO  will  continue  to 
accept  patent-related  correspondence  at  the  Arlington,  VA 
22202  address  indicated  in  the  notice  published  on  November 
20,  2001  on  the  USPTO' s  Internet  Web  site  and  treat  such 
correspondence  as  if  it  were  addressed  as  set  forth  in  37  CFR 
1.1  for  purposes  of  37  CFR  1.8  and  1.10  until  further  notice. 

Questions  concerning  this  notice  should  be  directed  to  Cynthia 
Nessler,  Legal  Advisor,  Office  of  Patent  Legal  Administration 
at  (703)  308-6906. 


December  5,  2001 


NICHOLAS  P  GODICI 

Acting  Under  Secretary  of  Commerce 

for  Intellectual  Property  and  Acting 

Director  of  the  United  States  Patent 

and  Trademark  Office 
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(31) 

^  Suspension  of  the  "Express  Mail"  Service  of 

United  States  Postal  Service  for 

Mail  Addressed  to  ZIP  Codes 

202xx  Through  205xx 

On  Friday,  November  16,  2001,  the  Chief  Operating  Officer 
and  Executive  Vice  President  of  the  United  States  Postal 
Service  (USPS)  issued  a  memorandum  temporarily  and  imme- 
diately suspending  Express  Mail  service  to  Washington,  D.C., 
ZIP  Codes  202xx  through  205xx  (e.g.,  20231).  The  USPTO  is 
designating  this  interruption  in  the  Express  Mail  service  of  the 
USPS  as  a  postal  service  interruption  within  the  meaning  of  35 
U.S.C.  21(a)  and  37  CFR  1.6(e). 

The  USPTO  is  establishing  the  following  address  which 
may  be  used  (as  an  alternative  to  the  address  set  out  in  37  CFR 
1.1)  on  an  emergency  basis  for  patent-related  correspondence 
being  delivered  to  the  USPTO  by  the  USPS's  Express  Mail 
service: 

U.S.  Patent  and  Trademark  Office 
PO.  Box  2327 
Arlington,  VA  22202 

Special  box  designations  (e.g..  Box  PCT)  should  be  also 
included  in  the  address  as  appropriate. 

To  the  extent  that  the  address  provided  in  this  notice  is 
inconsistent  with  the  address  set  forth  in  37  CFR  1.1,  the 
provisions  of  37  CFR  1.1  (and  37  CFR  1.8  and  1.10)  are 
hereby  sua  sponte  waived  such  that  correspondence  addressed 
as  set  forth  in  this  notice  will  be  treated  as  if  it  were  addressed 
as  set  forth  in  37  CFR  1. 1  for  purposes  of  37  CFR  1.8  and  1.10. 

Parties  may  continue  to  use  the  Washington,  D.C.  20231 
addresses  for  the  purposes  set  out  in  37  CFR  1.1  if  such 
correspondence  is  accepted  by  the  USPS  for  delivery  to  the 
USPTO  and  is  not  returned  to  the  sender.  If  such  correspon- 
dence is  not  accepted  by  the  USPS  or  is  returned,  it  should  be 
resubmitted  to  the  USPTO  using  the  procedure  set  forth  below. 

The  USPTO  published  a  notice  in  the  Official  Gazette  on 
October  9,  2001,  that  provides  guidance  in  the  situation  in 
which  a  post  office  refuses  to  accept  the  deposit  of  mail  for 
delivery  by  Express  Mail  service.  See  United  States  Postal 
Service  Interruption  and  Emergency,  1251  Off.  Gaz.  Pat. 
Office  55  (Oct.  9,  2001).  This  notice  was  also  posted  on  the 
USPTO's  Internet  Web  site  (http://www.uspto.gov/septem- 
berll/uspsnoticeOl.htm).  The  guidance  set  forth  in  that  notice 
also  applies  if  a  post  office  refuses  to  accept  the  deposit  of 
correspondence  for  delivery  by  Express  Mail  due  to  the 
suspension  of  the  USPS's  Express  Mail  service  to  Washington, 
D.C.,  ZIP  Code  20231,  as  well  as  the  situation  in  which 
correspondence  is  returned  as  undeliverable  due  to  this  sus- 
pension. 

The  guidance  set  forth  in  the  above-mentioned  Official 
Gazette  notice  is  reproduced  below: 

UNITED  STATES  POSTAL  SERVICE  INTERRUPTIONS 
RELATING  TO  EXPRESS  MAIL  SERVICE 

Where  the  USPS  refuses  to  accept  the  deposit  of  mail  for 
delivery  by  express  mail. 

In  some  cases,  due  to  the  recent  emergency,  certain  post 
offices  are  refusing  to  accept  the  deposit  of  mail  for  delivery 
by  Express  Mail  service.  The  USPTO  is  also  designating 
this  interruption  in  the  Express  Mail  service  of  the  USPS  as 
a  postal  service  interruption  within  the  meaning  of  35 
U.S.C.  21(a)  and  37  CFR  1.6(e).  In  addition,  if  a  party 
attempts  to  deposit  correspondence  for  delivery  to  the 
USPTO  with  the  USPS  by  Express  Mail  under  37  CFR  1.10 
("Express  Mail  Post  Office  to  Addressee")  and  the  USPS 
refuses  to  accept  such  correspondence,  the  party  is  advised 
to  take  the  following  action:  mail  the  correspondence  to  the 
USPTO  by  registered  or  first  class  mail  with  a  statement  by 
the  person  who  originally  attempted  to  deposit  the  corre- 
spondence with  the  USPS  by  Express  Mail.  The  statement 
must  indicate  the  date  on  which  the  person  attempted  to 
deposit  the  correspondence  with  the  USPS  and  that  the 
USPS  refused  to  accept  the  correspondence.  The  statement 
must  be  signed  in  accordance  with  37  CFR  10.18.  The 
correspondence  should  be  mailed  as  set  out  in  37  CFR 
1.1(a)  and  include  the  special  box  designation:  BOX 
FILING  DATE. 
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Where  mail  is  put  into  an  Express  Mail  "Drop  Box"  and 
given  an  incorrect  "date  in". 

In  some  cases  a  person  may  use  an  Express  Mail  "drop  box" 
without  realizing  that  the  local  post  office  is  not  accepting 
Express  Mail.  In  that  situation,  the  provisions  of  37  CFR 
1.10(d)  may  apply.  UsuaUy  37  CFR  1.10(d)  is  invoked 
where  correspondence  is  placed  in  an  Express  Mail  "drop 
box"  prior  to  the  last  pick  up  that  is  scheduled  for  the  drop 
box  for  that  day,  but  the  USPS  enters  an  incorrect  "date-in" 
on  the  Express  Mail  mailing  label,  usually  the  next  day's 
date.  To  invoke  37  CFR  1.10(d),  however,  a  petition  must 
be  corroborated  either  by  evidence  from  the  USPS  or  by 
evidence  that  came  into  being  after  deposit  and  within  one 
business  day  of  the  deposit  of  the  correspondence  in  the 
Express  Mail  drop  box  (e.g.,  a  copy  of  a  log  book  indicating 
that  the  correspondence  was  deposited  on  the  date  in 
question).  See  MPEP  513  and  TMEP  702.02(e). 

Alternative  Procedure  Invoking  "Extraordinary  Circum- 
stances" 

If  a  party  can  demonstrate  that  due  to  extraordinary  circum- 
stances the  above  procedures  could  not  be  followed,  it  will 
be  necessary  to  file  a  petition  under  37  C.F.R.  1.183  (patent 
matter)  or  2.146(a)(5)  and  2.148  (trademark  matter)  to 
waive  the  requirements  of  37  C.F.R.  1.10  to  permit  the 
USPTO  to  accord  the  correspondence  a  filing  date  as  of  the 
date  that  Express  Mail  deposit  was  attempted.  Such  a 
petition  must  be  accompanied  by  a  statement  by  the  person 
who  originally  attempted  to  deposit  the  correspondence 
with  the  USPS  by  Express  Mail,  stating  the  date  that  the 
deposit  was  attempted  and  that  the  USPS  refused  to  accept 
the  correspondence,  and  be  signed  by  such  person  subject  to 
the  conditions  prescribed  in  37  CFR  10.18. 

Certificates  of  Mailing  Under  37  CFR  1.8 

Parties  submitting  correspondence  to  the  USPTO  are  re- 
minded that  37  CFR  1.8  (certificate  of  mailing  or  transmis- 
sion practice)  does  not  provide  for  according  a  filing  date  as 
of  the  date  of  deposit  with  the  USPS  to  correspondence 
submitted  under  37  CFR  1.8.  Therefore,  it  would  be 
inappropriate  to  file  a  petition  under  37  CFR  1.183  or 
2.146(a)(5)  and  2.148  to  waive  the  requirements  of  37  CFR 
1.8. 

The  address  set  forth  in  37  CFR  l.l(a)(2)(i)  for  trademark 
filings  and  correspondence  is  not  affected  by  this  suspension  of 
Express  Mail  service  by  the  USPS  (since  it  is  not  within 
Washington,  D.C.,  ZIP  Codes  202xx  through  205xx).  There- 
fore, trademark  filings  and  correspondence  should  continue  to 
be  addressed  to: 

Assistant  Commissioner  for  Trademarks 
2900  Crystal  Drive 
Arlington,  VA  22202-3513 

Questions  concerning  this  notice  should  be  directed  to 
Cynthia  Nessler,  Legal  Advisor,  Ofl&ce  of  Patent  Legal  Admin- 
istration at  (703)  308-6906. 


November  20,  2001 


ANNE  H.  CHASSER 

Acting  Under  Secretary  of 

Commerce  for  Intellectual  Property 

and  Acting  Director  of  the 

United  States  Patent  and 

Trademark  Office 
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(32)  United  States  Postal  Service 

Interruptions  and  Emergency  Terminated 

The  tragic  events  in  New  York  City  on  September  11,  2001, 
resulted  in  all  Post  Offices  in  the  borough  of  Manhattan  being 
closed.  Currently,  only  the  Church  Street  Post  Office  in 
Manhattan  remains  closed  as  a  result  of  the  events  of  Septem- 
ber 11,  2001,  and  all  other  Post  Offices  throughout  Manhattan 
are  open  for  business.  In  addition,  all  Post  Offices  throughout 
the  United  States  should  be  accepting  the  deposit  of  mail  for 
delivery  by  Express  Mail  service.  Therefore,  the  United  States 


Patent  and  Trademark  Office  (USPTO)  is  terminating  the 
postal  service  interruptions  and  emergency  declared  in  the 
Official  Gazette  Notice  entitled  "United  States  Postal  Service 
Interruptions",  1251  Off.  Gaz.  Pat.  Office  55  (October  9,  2001), 
and  posted  on  the  USPTO  website. 

Any  questions  regarding  this  Notice  should  be  directed  to 
Eugenia  Jones  by  e-mail  at  eugenia.jones@uspto.gov  or  tele- 
phone at  703-306-5586,  for  patent-related  matters,  or  Carol 
Smith  by  e-mail  at  carol.smith@uspto.gov  or  by  telephone  at 
703-308-8910  (ext  149),  for  trademark-related  matters. 


October  26,  2001 


NICHOLAS  P  GODICI 

Acting  Under  Secretary  of 

Commerce  for  Intellectual  Property 

and  Acting  Director  of  the 

United  States  Patent  and 

Trademark  Office 

[1252  OG  104] 
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Notice  Concerning  Safety  of  USPTO  Mailings 


As  has  been  previously  announced,  non-trademark  commu- 
nications mailed  from  the  United  States  Patent  and  Trademark 
Office  (USPTO)  before  October  20,  2001,  were  routed  through 
the  U.S.  Postal  Service's  Brentwood  Sorting  Station  in  Wash- 
ington, D.C.,  where  workers  are  diagnosed  as  having  con- 
tracted anthrax.  On  October  22,  2001,  the  Centers  for  Disease 
Control  (CDC)  advised  us  that  it  was  highly  unlikely  that  mail 
passing  through  the  Brentwood  postal  facility  was  contami- 
nated and  poses  any  threat.  It  is  our  understanding  that  the 
CDC  continues  to  reevaluate  risks  associated  with  transmis- 
sion of  mail.  For  the  most  current  information  on  mail  safety, 
please  contact  the  official  websites  for  CDC  and  the  U.S.  Postal 
Service. 

The  Brentwood  Station  is  now  closed,  and  USPTO  mailings, 
both  incoming  and  outgoing,  are  currently  being  routed 
through  another  station. 


October  25,  2001 


NICHOLAS  P  GODICI 

Acting  Under  Secretary  of 

Commerce  for  Intellectual  Property 

and  Acting  Director  of  the 

United  States  Patent  and 

Trademark  Office 

[1252  OG  71] 


(34)    Notice  Concerning  Safety  of  USPTO  Mailings 

In  response  to  inquiries  that  the  Office  has  received  from  its 
customers,  the  United  States  Patent  and  Trademark  Office 
(USPTO)  has  obtained  reassurance  from  the  Centers  for 
Disease  Control  (CDC)  about  the  safety  of  mailings  from  the 
USPTO.  Some  parties  have  expressed  concern  because  some 
mail  from  the  USPTO  was  in  the  past  routed  through  the  U.S. 
Postal  Service's  Brentwood  Sorting  Station  in  Washington, 
D.C.,  where  workers  were  diagnosed  as  having  contracted 
anthrax.  Most  outgoing  correspondence  from  the  USPTO  did, 
through  Friday,  October  19,  2001,  pass  through  the  Brentwood 
Sorting  Station,  but  no  outgoing  trademark  correspondence 
used  that  facility.  The  Office  on  October  22,  2001,  contacted 
the  CDC.  The  CDC  advises  us  that  it  is  highly  unlikely  that 
mail  passing  through  the  Brentwood  postal  facility  was  con- 
taminated and  poses  any  threat. 

The  Brentwood  Station  is  now  closed,  and  USPTO  mailings, 
both  incoming  and  outgoing,  are  currently  being  routed 
through  another  station. 

In  conveying  this  information,  the  USPTO  does  not  of 
course  intend  to  discourage  its  correspondents  from  undertak- 
ing any  enhanced  precautions  in  their  mail  operations  that 
recent  events  may  have  led  them  to  consider.  The  USPTO  had 
itself,  before  the  Brentwood  incident,  undertaken  added  train- 
ing and  safety  measures  in  its  mail  operations.  It  appears, 
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however,  that  the  fact  that  our  customers  receive  mailings  from 
the  USPTO  should  not  provide  a  more  particularized  basis  for 
health  and  safety  concerns. 


October  23,  2001 


NICHOLAS  P.  GODICI 

Acting  Under  Secretary  of 

Commerce  for  Intellectual  Property 

and  Acting  Director  of  the 

United  States  Patent 

and  Trademark  Office 

[1252  OG  19] 


(35)  UNITED  STATES  POSTAL  SERVICE 

INTERRUPTIONS 
UNITED  STATES  POSTAL  SERVICE 
INTERRUPTION  AND  EMERGENCY 

The  United  States  Postal  Service  (USPS)  has  informed  the 
United  States  Patent  and  Trademark  Office  (USPTO)  that  as  a 
result  of  the  tragic  event  in  New  York  City  on  September  1 1 , 
2001,  all  post  offices  in  the  borough  of  Manhattan  are  closed 
on  September  12,  2001.  These  post  offices  will  remain  closed 
until  further  notice. 

The  USPTO  is  designating  the  interruption  in  the  service  of  the 
USPS  in  the  borough  of  Manhattan  as  a  postal  service 
interruption  and  an  emergency  within  the  meaning  of  35 
U.S.C.  21(a).  Accordingly,  the  USPTO  will  consider  the 
provisions  of  37  C.F.R.  1.6(e)  as  now  in  effect.  As  soon  as  the 
USPTO  receives  further  information  from  the  USPS  as  to 
when  postal  services  in  the  borough  of  Manhattan  will  be 
resumed,  the  USPTO  will  post  the  information  on  the  USPTO 
website  at  www.uspto.gov  and  a  final  notice  will  be  published 
in  the  Official  Gazette  regarding  the  postal  interruption  in  New 
York  City. 

It  would  be  appreciated  if  members  of  the  public  would  bring 
to  the  USPTO' s  attention  any  other  post  office  closings  related 
to  current  events.  Such  information  can  be  brought  to  the 
USPTO' s  attention  by  contacting  Eugenia  Jones  by  e-mail  at 
eugenia.jones@uspto.gov  or  telephone  at  703-306-5586,  or  by 
contacting  Carol  Smith  by  e-mail  at  carol.smith@uspto.gov  or 
by  telephone  at  703-308-8910  (ext  149). 

UNITED  STATES  POSTAL  SERVICE  INTERRUPTIONS 
RELATING  TO  EXPRESS  MAIL  SERVICE 

Where  the  USPS  refuses  to  accept  the  deposit  of  mail  for 
delivery  by  express  mail. 

In  some  cases,  due  to  the  recent  emergency,  certain  post  offices 
are  refusing  to  accept  the  deposit  of  mail  for  delivery  by 
Express  Mail  service.  The  USPTO  is  also  designating  this 
interruption  in  the  Express  Mail  service  of  the  USPS  as  a 
postal  service  interruption  within  the  meaning  of  35  U.S.C. 
21(a)  and  37  C.F.R.  1.6(e).  In  addition,  if  a  party  attempts  to 
deposit  correspondence  for  delivery  to  the  USPTO  with  the 
USPS  by  Express  Mail  under  37  CFR  1.10  ("Express  Mail  Post 
Office  to  Addressee")  and  the  USPS  refuses  to  accept  such 
correspondence,  the  party  is  advised  to  take  the  following 
action:  mail  the  correspondence  to  the  USPTO  by  registered  or 
first  class  mail  with  a  statement  by  the  person  who  originally 
attempted  to  deposit  the  correspondence  with  the  USPS  by 
Express  Mail.  The  statement  must  indicate  the  date  on  which 
the  person  attempted  to  deposit  the  correspondence  with  the 
USPS  and  that  the  USPS  refused  to  accept  the  correspondence. 
The  statement  must  be  signed  in  accordance  with  37  CFR 
10.18.  The  correspondence  should  be  mailed  as  set  out  in  37 
CFR  1.1(a)  and  include  the  special  box  designation:  BOX 
HLING  DATE. 

Where  mail  is  put  into  an  Express  Mail  "Drop  Box"  and 
given  an  incorrect  "date  in". 

In  some  cases  a  person  may  use  an  Express  Mail  "drop  box" 
without  realizing  that  the  local  post  office  is  not  accepting 
Express  Mail.  In  that  situation,  the  provisions  of  37  CFR 
1.10(d)  may  apply.  Usually  37  CFR  1.10(d)  is  invoked  where 
correspondence  is  placed  in  an  Express  Mail  "drop  box"  prior 
to  the  last  pick  up  that  is  scheduled  for  the  drop  box  for  that 
day,  but  the  USPS  enters  an  incorrect  "date-in"  on  the  Express 


Mail  mailing  label,  usually  the  next  day's  date.  To  invoke  37 
CFR  1.10(d),  however,  a  petition  must  be  corroborated  either 
by  evidence  from  the  USPS  or  by  evidence  that  came  into 
being  after  deposit  and  within  one  business  day  of  the  deposit 
of  the  correspondence  in  the  Express  Mail  drop  box  {e.g.,  a 
copy  of  a  log  book  indicating  that  the  correspondence  was 
deposited  on  the  date  in  question).  See  MPEP  513  and  TMEP 
702.02(e). 


Alternative  Procedure  Invoking  "Extraordinary  Circum- 
stances" 


If  a  party  can  demonstrate  that  due  to  extraordinary  circum- 
stances the  above  procedures  could  not  be  followed,  it  will  be 
necessary  to  file  a  petition  under  37  C.F.R.  1.183  (patent 
matter)  or  2.146(a)(5)  and  2.148  (trademark  matter)  to  waive 
the  requirements  of  37  C.F.R.  1.10  to  permit  the  USPTO  to 
accord  the  correspondence  a  filing  date  as  of  the  date  that 
Express  Mail  deposit  was  attempted.  Such  a  petition  must  be 
accompanied  by  a  statement  by  the  person  who  originally 
attempted  to  deposit  the  correspondence  with  the  USPS  by 
Express  Mail,  stating  the  date  that  the  deposit  was  attempted 
and  that  the  USPS  refused  to  accept  the  correspondence,  and 
be  signed  by  such  person  subject  to  the  conditions  prescribed 
in  37  CFR  10.18. 


Certificates  of  Mailing  Under  37  CFR  1.8 

Parties  submitting  correspondence  to  the  USPTO  are  reminded 
that  37  CFR  1.8  (certificate  of  mailing  or  transmission  prac- 
tice) does  not  provide  for  according  a  filing  date  as  of  the  date 
of  deposit  with  the  USPS  to  correspondence  submitted  under 
37  CFR  1.8.  Therefore,  it  would  be  inappropriate  to  file  a 
petition  under  37  CFR  1.183  or  2.146(a)(5)  and  2.148  to  waive 
the  requirements  of  37  CFR  1.8. 


September  13,  2001 


NICHOLAS  P  GODICI 

Acting  Under  Secretary  of 

Commerce  for  Intellectual  Property 

and  Acting  Director  of  the 

United  States  Patent  and 

Trademark  Office 

[1251  OG  55] 
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United  States  Postal  Service 

Interruption  ^nd  Emergency 

in  Connecticut 


The  United  States  Postal  Service  (USPS)  informed  the 
United  States  Patent  and  Trademark  Office  (USPTO)  that 
inclement  weather  caused  an  interruption  in  its  service  in 
Connecticut.  On  March  6,  2001,  normal  USPS  postal  delivery 
and  collection  operations  were  impacted  to  varying  degrees  by 
severe  winter  weather  throughout  Connecticut.  By  March  7, 
2001,  the  USPS  restored  delivery  and  collection  operations  to 
all  of  Connecticut. 


The  USPTO  is  designating  the  interruption  in  USPS  service 
in  Connecticut  as  a  postal  service  interruption  and  an  emer- 
gency within  the  meaning  of  35  U.S.C.  21(a).  Any  request  to 
accept  a  paper  or  fee  delayed  by  inclement  weather  emergency 
should  be  directed  to  Manuel  A.  Antonakas,  Director,  Office  of 
Petitions,  703-305-9285,  for  patent-related  matters,  and  to 
Sharon  Marsh,  Administrator  for  Trademark  Policy  and  Pro- 
cedure Administrator,  703-308-8910,  extension  145,  for  trade- 
mark-related matters. 


March  12,  2001 


NICHOLAS  GODICI 

Acting  Under  Secretary  of 

Commerce  for  Intellectual  Property 

and  Acting  Director  of  the 

United  States  Patent  and 

Trademark  Office 

[1245  OG  16] 
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OFFICIAL  GAZETTE 
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United  States  Postal  Service  Emergency 
in  the  State  of  California  Terminated 


The  service  interruption  in  United  States  Postal  Service 
(USPS)  in  the  State  of  California  that  occurred  on  June  29, 
1995,  due  to  the  action  of  the  UNABOM  bomber,  caused  the 
USPS  to  maintain  heightened  security  procedures  for  mail 
originating  in  the  State  of  California.  Currently  there  are  no 
extraordinary  restrictions  being  placed  on  Express  Mail  origi- 
nating in  the  State  of  California.  Therefore,  the  Patent  and 
Trademark  Office  (PTO)  is  terminating  the  postal  service 
interruption  and  emergency  declared  in  the  Official  Gazette 
Notice  entitled  "United  States  Postal  Service  Interruption  and 
Emergency  in  the  State  of  California",  1176  Off.  Gaz.  Pat. 
Office  74  (July  18,  1995).  Any  questions  regarding  this  Notice 
should  be  directed  to  Jeffrey  V.  Nase,  Patent  Legal  Adminis- 
trator, (703)  305-9285,  PKl-520,  for  patent-related  matters, 
and  to  Lynne  G.  Beresford,  Trademark  Legal  Administrator, 
(703)  308-8900,  lOBlO  ST,  for  trademark-related  matters. 


June  4,  1996 


BRUCE  A.  LEHMAN 

Assistant  Secretary  of  Commerce  and 

Commissioner  of  Patents  and 

Trademarks 

[1188  OG  15] 


(39)  UNITED  STATES  POSTAL  SERVICE 

INTERRUPTION  and  EMERGENCY 
IN  LOS  ANGELES 

The  January  17,  1994,  Los  Angeles  earthquake  has  caused  a 
service  interruption  in  United  States  Postal  Service  (USPS)  in 
the  greater  Los  Angeles  area.  Normal  postal  delivery  and 
collection  operations  of  the  USPS  were  impacted  by  the 
earthquake  throughout  the  greater  Los  Angeles  area  to  varying 
degrees  from  January  17,  1994,  through  January  21,  1994. 

The  Patent  and  Trademark  Office  (PTO)  is  designating  the 
interruption  in  the  service  of  the  USPS  in  the  greater  Los 
Angeles  area  and  the  overall  destruction  caused  by  the  earth- 
quake as  a  postal  service  interruption  and  an  emergency  within 
the  meaning  of  35  U.S.C.  21(a).  Any  request  to  accept  a  paper 
or  fee  delayed  by  this  emergency  should  be  directed  to  Jeffrey 
V.  Nase,  Director,  Office  of  Petitions,  (703)  305-9285,  PK3- 
704,  for  patent-related  matters,  and  to  Lynne  G.  Beresford, 
Trademark  Legal  Administrator,  (703)  305-9464,  PK2-910,  for 
trademark-related  matters. 


February  9,  1994 


BRUCE  A.  LEHMAN 

Assistant  Secretary  of  Commerce  and 

Commissioner  of  Patents  and 

Trademarks 
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United  States  Postal  Service 

Interruption  and  Emergency 

in  the  State  of  California 


A  service  interruption  in  United  States  Postal  Service 
(USPS)  in  the  state  of  California  occurred  on  June  29,  1999, 
due  to  the  action  the  UNABOM  Bomber.  The  USPS  will 
maintain  heightened  security  procedures  for  mail  originating  in 
the  State  of  California.  These  procedures  will  be  in  effect  until 
further  notice  and  are  as  follows: 

Mail  destined  for  California  is  not  affected  by  these  proce- 
dures. 

For  Express  Mail,  Priority  Mail,  First-Class  Mail,  interna- 
tional air  mail  and  military  mail  items  weighing  less  than  12 
ounces,  normal  collection,  distribution,  and  transportation  will 
remain  in  effect. 

Mail  weighing  12  ounces  or  more  which  has  been  placed 
into  California  collection  boxes  will  be  returned  to  the  sender. 
Postal  Service  window  clerks  will  not  accept  Express  Mail, 
Priority  Mail,  First-Class  Mail,  international  air  mail  or  mih- 
tary  mail  weighing  12  ounces  or  more. 

Postal  Service  marketing  and  sales  managers  will  work  with 
known  shippers  to  accept  mail  pieces  weighing  12  ounces  or 
more,  but  this  mail  will  not  be  transported  on  scheduled 
passenger  airlines. 

Parcel  post  and  international  surface  mail  originating  Cali- 
fornia are  not  affected  by  these  procedures. 

The  Patent  and  Trademark  Office  (PTO)  is  designating  the 
interruption  in  the  service  of  the  USPS  in  the  state  of 
California  caused  by  the  UNABOM  bomber  as  a  postal  service 
interruption  and  an  emergency  within  the  meaning  of  35 
U.S.C.  21(a).  Any  request  to  accept  a  paper  or  fee  delayed  by 
this  emergency  should  be  directed  to  Jeffrey  V.  Nase,  Patent 
Legal  Administrator,  (703)  305-9285,  PKl-520,  for  patent- 
related  matters,  and  to  Lynne  G.  Boresford,  Trademark  Legal 
Administrator,  (703)  308-8900,  lOBlO  ST,  for  trademark- 
related  matters. 


June  30,  1995 


L.  J.  GOFFNEY  for 

BRUCE  A.  LEHMAN 

Assistant  Secretary  of  Commerce  and 

Commissioner  of  Patents 

and  Trademarks 

[1176  OG  74] 


(40)    United  States  Postal  Service  Interruption  and 
Emergency  in  South  Florida 

The  United  States  Postal  Service  (USPS)  has  informed  the 
Patent  and  Trademark  Office  (PTO)  that  an  interruption  in  its 
service  in  South  Florida  was  caused  by  Hurricane  Andrew. 
Normal  postal  delivery  and  collection  operations  of  the  USPS 
were  impacted  by  Hurricane  Andrew  throughout  South  Florida 
to  varying  degrees  from  Aug.  23,  1992,  through  Sept.  12,  1992. 
By  Sept.  12,  1992,  the  USPS  restored  delivery  and  collection 
operations  to  all  of  South  Florida  with  the  exception  of 
Homestead. 

The  PTO  is  designating  the  interruption  in  the  service  of  the 
USPS  in  South  Florida  and  the  overall  destruction  caused  by 
Hurricane  Andrew  as  a  postal  service  interruption  and  an 
emergency  within  the  meaning  of  35  U.S.C.  21(a).  Any  request 
to  accept  a  paper  or  fee  delayed  by  the  Hurricane  Andrew 
emergency  should  be  directed  to  Jeffrey  V.  Nase,  Director, 
Office  of  Petitions,  (703)  305-9285,  PK2-913,  for  patent- 
related  matters  and  to  Lynne  G.  Beresford,  Trademark  Legal 
Administrator,  (703)  305-9464,  Pk2-910,  for  trademark-related 
matters. 


Oct.  7,  1992 


DOUGLAS  B.  COMER 

Acting  Assistant  Secretary  and  Acting 

Commissioner  of  Patents  and 

Trademarks 

[1144  OG  8] 


(41)  DEPARTMENT  OF  COMMERCE 

Patent  and  Trademark  Office 
RIN  0651-AB34 

Proposed  Plan  for  an 
Electronic  Public  Search  Facility 

AGENCY:  Patent  and  Trademark  Office,  Commerce. 

ACTION:  Notice  of  public  hearing  and  request  for  comments 
on  the  proposed  plan  for  an  electronic  public  search  facility. 

SUMMARY:  The  United  States  Patent  and  Trademark  Office 
(USPTO)  is  proposing  a  plan  to  eliminate  the  paper  patent  and 
trademark  registration  collections  from  its  public  search  facili- 
ties and  to  transition  to  electronic  patent  and  trademark 
information  collections.  The  USPTO  has  determined  that  paper 
patent  and  trademark  registration  collections  are  no  longer 
needed  for  public  reference  because  of  the  availability  of 
mature  and  reliable  electronic  search  systems  in  its  public 


March  2,  2004 


U.S.  PATENT  AND  TRADEMARK  OFFICE 
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search  facilities.  The  USPTO  is  seeking  public  comment  on 
issues  related  to  this  proposed  plan.  The  USPTO  is  also 
seeking  input  on  whether  any  governmental  entity  or  non- 
profit organization  is  interested  in  acquiring  the  paper  patent 
and  trademark  registration  collections  to  be  removed  from  the 
USPTO' s  public  search  facilities. 

DATES:  A  public  hearing  will  be  held  on  May  16,  2002, 
starting  at  9:30  a.m.  and  ending  no  later  than  5  p.m.  Those 
wishing  to  speak  must  request  an  opportunity  to  do  so  no  later 
than  April  30,  2002.  Speakers  should  provide  a  written  copy  of 
their  remarks  for  inclusion  in  the  record. 

To  be  ensured  of  consideration,  written  comments  must  be 
received  on  or  before  May  16,  2002. 

Any  interested  governmental  entity  or  non-profit  organiza- 
tion should  contact  the  USPTO  on  or  before  May  24,  2002,  to 
indicate  a  desire  to  acquire  the  paper  patent  and  trademark 
registration  collections  to  be  removed  from  the  USPTO' s 
public  search  facilities. 

ADDRESSES:  The  public  hearing  will  be  held  in  the  Patent 
Theater  located  on  the  second  floor  of  Crystal  Park  2,  Room 
200,  2121  Crystal  Drive,  Arlington,  VA.  Any  request  to  speak 
at  the  public  hearing  must  be  submitted  by  electronic  mail 
message  over  the  Internet  to  paper-removal@uspto.gov  or  by 
facsimile  to  (703)  308-7792,  marked  to  the  attention  of  Ronald 
Hack,  Deputy  Chief  Information  Officer  for  Information  Tech- 
nology Services.  Comments  should  be  sent  by  electronic  mail 
message  over  the  Internet  addressed  to:  paper- 
removal@uspto.gov.  Comments  may  also  be  submitted  by 
mail  addressed  to:  Under  Secretary  of  Commerce  for  Intellec- 
tual Property  and  Director  of  the  United  States  Patent  and 
Trademark  Office,  Washington,  D.C.  20231,  marked  to  the 
attention  of  Ronald  Hack,  Deputy  Chief  Information  Officer 
for  Information  Technology  Services,  or  by  facsimile  to  (703) 
308-7792.  Although  comments  may  be  submitted  by  mail  or 
facsimile,  the  USPTO  prefers  to  receive  comments  by  elec- 
tronic mail  message  over  the  Internet.  The  USPTO  also  prefers 
that  the  comments  be  submitted  as  machine-readable  submis- 
sions provided  as  unformatted  text  (e.g.,  ASCII  or  plain  text), 
or  as  formatted  text  in  Microsoft  Word  (Macintosh,  DOS  or 
Windows  versions)  or  WordPerfect  (Macintosh,  DOS  or  Win- 
dows versions)  format.  If  submitted  by  mail,  machine-readable 
submissions  may  be  provided  on  a  3  1/2-inch  floppy  disk 
formatted  for  use  in  either  a  Macintosh  or  MSDOS-based 
computer,  and  must  be  accompanied  by  a  paper  copy. 

Any  governmental  entity  or  non-profit  organization  inter- 
ested in  acquiring  the  paper  patent  and  trademark  registration 
collections  to  be  removed  from  the  USPTO 's  public  search 
facilities  should  contact  Ronald  Hack,  Deputy  Chief  Informa- 
tion Officer  for  Information  Technology  Services  by  facsimile 
marked  "ATTN  PAPER  COLLECTIONS"  at  (703)  308-7792. 

FOR  FURTHER  INFORMATION  CONTACT:  Ronald 
Hack  by  telephone  at  (703)  305-  9095,  by  facsimile  at  (703) 
308-7792,  by  electronic  mail  at  ronald.hack@uspto.gov;  to 
Martha  Sneed  by  telephone  at  (703)  308-5558,  by  facsimile  at 
(703)  306-2662,  by  electronic  mail  at 

martha.sneed@uspto.gov;  or  by  mail  addressed  to  the  Under 
Secretary  of  Commerce  for  Intellectual  Property  and  Director 
of  the  United  States  Patent  and  Trademark  Office,  Washington, 
DC  2023 1 ,  marked  to  the  attention  of  Ronald  Hack,  Deputy 
Chief  Information  Officer  for  Information  Technology  Ser- 
vices. 

SUPPLEMENTARY  INFORMATION:  The  USPTO  pro 

poses  a  transition  to  electronic  patent  and  trademark  informa- 
tion collections  in  its  on-  campus  public  search  facilities  in 
Crystal  City,  Arlington.  Virginia,  by  eliminating  the  classified 
paper  patents  and  trademark  registrations  from  the  Patent 
Search  Room  located  in  Crystal  Plaza  3/4,  2021  South  Clark 
Place,  and  the  Trademark  Search  Library  located  in  the  South 
Tower  Building,  2900  Crystal  Drive.  The  USPTO  has  deter- 
mined that  these  collections  are  no  longer  needed  for  public 
reference  because  of  the  availability  of  mature  and  reliable 
replacement  in-house  electronic  search  systems  in  its  public 
search  facilities.  The  USPTO  has  devoted  significant  resources 
to  the  successful  development  of  electronic  search  systems 
now  widely  used  throughout  the  USPTO  public  search  facili- 
ties. They  provide  equivalent  functionality  to  the  paper  files 
and  superior  storage,  maintenance  and  efficiency  features.  The 
paper  classified  files  are  incomplete  by  nature  of  the  format. 
There  may  be  missing  or  misfiled  documents,  potentially 
impacting  search  results  which  rely  only  on  the  paper  classified 


files.  Replacement  of  paper  collections  provides  the  USPTO 
the  ability  to  migrate  away  from  reliance  on  paper-based 
resources  in  its  public  search  facilities  and  focus  its  limited 
resources  on  increased  support  of  the  electronic  resources. 

I.  Introduction 

Section  41(i)(l)  of  Title  35,  United  States  Code  (U.S.C), 
requires  the  USPTO  to  maintain  for  use  by  the  public  collec- 
tions of  United  States  patents,  foreign  patent  documents,  and 
United  States  trademark  registrations  arranged  to  permit  search 
for  and  retrieval  of  information.  See  35  U.S.C.  41(i)(l). 
Section  4804(d)(1)  of  the  American  Inventors  Protection  Act 
of  1999  (AIPA)  amended  35  U.S.C.  41(i)(l)  to  allow  the 
USPTO  to  maintain  an  electronic  collection  of  these  docu- 
ments, in  place  of  the  former  requirement  in  35  U.S.C.  41(i)(l) 
that  the  USPTO  maintain  a  collection  of  these  documents  in 
paper  or  microfilm.  See  Public  Law  106-113,  113  Stat.  1501, 
1501A-589  (1999).  Section  4804(d)(2)  of  the  AIPA,  however, 
provides  that  the  USPTO  shall  not: 

cease  to  maintain,  for  use  by  the  public,  paper  or  microform 
collections  of  United  States  patents,  foreign  patent  documents, 
and  United  States  trademark  registrations,  except  pursuant  to 
notice  and  opportunity  for  public  comment  and  except  that  the 
Director  shall  first  submit  a  report  to  the  Committees  on  the 
Judiciary  of  the  Senate  and  the  House  of  Representatives 
detailing  such  plan,  including  a  description  of  the  mechanisms 
in  place  to  ensure  the  integrity  of  such  collections  and  the  data 
contained  therein,  as  well  as  to  ensure  prompt  public  access  to 
the  most  current  available  information,  and  certifying  that  the 
implementation  of  such  plan  will  not  negatively  impact  the 
public. 

See  Public  Law  106-113,  113  Stat,  at  1501A-590. 

Section  41(i)(2)  of  Title  35,  U.S.C,  also  provides  that: 

The  Director  shall  provide  for  the  full  deployment  of  the 
automated  search  systems  of  the  Patent  and  Trademark  Office 
so  that  such  systems  are  available  for  use  by  the  public,  and 
shall  assure  full  access  by  the  public  to,  and  dissemination  of, 
patent  and  trademark  information,  using  a  variety  of  automated 
methods,  including  electronic  bulletin  boards  and  remote 
access  by  users  to  mass  storage  and  retrieval  systems. 

The  USPTO  has  been  actively  engaged  in  a  program  to 
automate  access  to  U.S.  patents  and  to  U.S.  trademark  regis- 
trations for  a  number  of  years.  The  first  automated  search 
systems  were  publicly  deployed  in  1985  for  U.S.  trademarks 
and  1989  for  U.S.  patents  and  have  been  upgraded  and 
enhanced  to  the  extent  that  they  now  meet  or  surpass  the  U.S. 
paper  collections  in  completeness  and  timeliness  of  newly 
added  material,  and  provide  equivalent  or  better  functionality 
in  search  strategy.  Patent  examiners  and  trademark  examining 
attorneys  have  used  these  systems  daily  since  their  inception. 
As  a  result,  the  USPTO  has  had  feedback  on  the  operation  of 
these  systems  and  knows  that  the  systems  perform  to  the  task 
and  are  user  friendly.  A  selected  inventory  of  publicly  available 
USPTO  searchable  databases  is  included  in  the  Appendix. 

These  replacement  electronic  search  systems  now  provide 
the  USPTCD  the  ability  to  migrate  away  from  reliance  on 
paper-based  resources  in  its  public  search  facilities  and  focus 
its  limited  resources  on  increased  support  of  the  electronic 
resources.  The  use  of  electronic  systems  has  increased  by 
public  searchers  to  such  a  degree  that  the  number  of  worksta- 
tions in  the  public  search  facilities  have  increased  from  33  in 
1999  to  122  in  2002  to  meet  significantly  higher  demand.  In 
fiscal  year  2001,  online  system  hours  used  by  the  public  in 
USPTO' s  public  search  facilities  totaled  90,990  hours,  an 
increase  of  36,357  hours  over  the  previous  fiscal  year. 

Therefore,  consistent  with  the  AIPA,  this  is  the  USPTO' s 
proposed  plan  for  an  electronic  public  search  facility.  To 
accomplish  a  transition  to  electronic  resources,  the  USPTO 
proposes  to  remove  the  two  paper  collections  of  search  files 
currently  available  in  the  USPTO  on-campus  public  search 
facilities.  One  collection  consists  of  U.S.  patent  copies  ar- 
ranged by  technology  in  accordance  with  the  U.S.  Patent 
Classification  System.  The  other  collection  consists  of  U.S. 
trademark  registration  copies  arranged  by  components  specific 
to  the  registration. 

II.  Background 

The  Public  Search  Facilities  of  the  USPTO  serve  as  the 
on-campus  facilities  for  the  public  to  access  United  States 
patent   and   trademark   information   collections,   and   obtain 
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training  on  and  assistance  with  using  these  collections.  All 
industrialized  countries  provide  similar  facilities  or  function- 
ality at  or  through  their  respective  national  intellectual  prop- 
erty offices.  At  the  USPTO  Public  Search  Facilities,  patent  and 
trademark  information  is  provided  to  the  public  in  a  number  of 
formats  including  the  online  examiner  search  systems,  paper 
search  files  in  classified  and  numeric  sets,  and  multiple  formats 
of  source  documents  and  additional  data  made  available  for  a 
wide  variety  of  research  purposes.  The  public  search  faciUties 
for  patents  and  trademarks  are  physically  separate. 

The  Patent  Search  Facilities  consist  of  the  Patent  Search 
Room  (PSR)  where  there  are  multiple  formats  of  patent  data 
including  paper  files  and  automated  systems;  the  Patent  Search 
and  Image  Retrieval  Facility  (PSIRF),  which  is  a  center  for  all 
electronic  patent  search  and  retrieval  activities;  and  the  Patent 
Assignment  Search  Room  (PASR),  which  contains  microfilm 
of  ownership  deed  assignment,  card  files  and  automated  search 
systems.  The  Patent  Search  Facilities  provide  pubUc  users 
access  to  classified  paper  files,  numeric  microfilm  files,  CD- 
ROM  search  collections,  assignment  systems,  and  the  exam- 
iners' automated  search  systems.  Examiner  Automated  Search 
Tool  (EAST)  and  Web-based  Examiner  Search  Tool  (WEST). 
Numbers  of  public  users  in  these  facilities  have  been  tracked 
since  October  1999.  Highest  concurrent  use  in  the  Patent 
Search  Facilities  occurs  at  approximately  2  p.m.  each  day  with 
135  users.  Online  statistics  show  a  daily  high  of  256  unique 
users  in  the  PSR  and  PSIRF  combined. 

The  Trademark  Search  Library  (TMSL)  provides  public  user 
access  to  paper  classified  and  numeric  files  as  well  as  the 
automated  search  systems  used  by  examining  attorneys:  X- 
Search,  the  USPTO' s  administrative  database  for  tracking 
trademark  applications  and  registrations,  the  Trademark  Re- 
cording and  Monitoring  system  (TRAM),  and  finally,  the 
system  that  retains  copies  of  all  incoming  apphcations,  Trade- 
mark Information  Capture  and  Retrieval  System  (TICRS). 
Data  collections  are  maintained  in  several  formats  including 
paper,  automated,  microfilm,  and  CD-ROM.  The  trademark 
assignment  of  ownership  collection  is  also  available  in  the 
TMSL.  There  are  approximately  35  public  users  daily  in  the 
TMSL. 

The  USPTO  Public  Search  Facilities  serve  users  who  are 
highly  skilled  professional  searchers  conducting  searches  for 
law  firms,  business  entities,  and  individuals.  There  is  also  a 
steady  stream  of  new  customers  who  use  the  facilities  for  a 
very  limited  time  and  for  purposes  of  a  fairly  narrow  scope. 
There  are  approximately  300  new  users  every  month.  Although 
paper  files  have  been  available  throughout  the  deployment  of 
our  electronic  search  systems,  use  of  electronic  search  systems 
has  increased  beyond  our  expectations.  We  have  responded  by 
adding  extra  workstations  to  ensure  ready  availability  of  the 
electronic  search  systems  for  all  users. 

The  ability  to  conduct  a  complete  patent  or  trademark  search 
depends  as  much  on  the  capability  of  the  searcher  as  it  does  on 
the  availability  and  completeness  of  the  data.  Expert  searchers 
are  not  limited  to  residing  in  the  Washington,  DC  area;  nor  are 
they  limited  to  using  the  resources  available  in  the  USPTO 
on-campus  search  facilities.  Electronic  patent  and  trademark 
searching  is  also  not  a  new  phenomenon.  Commercial  online 
databases  first  appeared  in  the  early  1970' s.  The  USPTO  has 
over  16  years  of  experience  in  providing  online  access  to  the 
public  for  its  searchable  databases.  These  16  years  have  seen 
tremendous  change  and  significant  improvement  in  the  sys- 
tems available  from  the  USPTO. 

It  should  also  be  mentioned  that  the  AIPA  amended  35 
U.S.C.  122  to  provide  for  the  pubhcation  of  pending  patent 
applications,  with  certain  exceptions,  promptly  after  the  expi- 
ration of  a  period  of  eighteen  months  from  the  earliest  fifing 
date  for  which  a  benefit  is  sought  ("eighteen-month  publica- 
tion"). See  Changes  to  Implement  Eighteen-Month  Publication 
of  Patent  Applications,  65  FR  57023,  57024  (Sept.  20,  2000), 
1239  Off.  Gaz.  Pat.  Office  63,  64  (Oct.  10,  2000)  (final  rule). 
The  Office  has  been  publishing  patent  applications  ("patent 
application  publications")  electronically  under  the  eighteen- 
month  publication  provisions  of  the  AIPA  since  March  of 
200 1 .  The  Office  does  not  maintain  paper  copy  collections  of 
these  patent  application  publications  in  either  the  Public 
Search  Room  or  the  examiners'  search  rooms.  The  Office 
expects  that,  due  to  their  earlier  pubhcation  date,  these  patent 
application  publications  will  over  time  replace  patents  as  the 
primary  prior  art  and  technology  dissemination  document.  See 
Changes  to  Implement  Eighteen-Month  Publication  of  Patent 
Applications,  65  FR  at  57042,  1239  Off.  Gaz.  Pat.  Office  at  79 
(response  to  comment  27).  Thus,  a  complete  prior  art  search 
must  include  a  search  of  relevant  patent  application  publica- 


tions. Therefore,  for  the  prior  art  search  to  be  complete,  any 
person  conducting  a  prior  art  search  must  conduct  an  electronic 
search  of  these  patent  appUcation  publications. 

The  USPTO  has  invested,  and  continues  to  invest,  a  sub- 
stantial portion  of  its  appropriation  in  the  maintenance  of 
patent  and  trademark  electronic  databases  and  the  development 
and  enhancement  of  software  search  vehicles.  As  a  result, 
trademark  examining  attorneys  rely  solely  on  electronic 
records  for  examining  and  approving  marks  for  Federal  regis- 
tration. Additionally,  in  view  of  patent  examiners"  increasing 
reliance  on  automated  searching,  the  USPTO  began  phased 
ehmination  of  paper  copies  of  U.S.  patents  from  examiner 
search  files  beginning  in  October  2001.  It  is  anticipated  that  by 
the  time  the  agency  completes  its  relocation  and  consolidation 
at  the  Carlyle  campus  in  Alexandria,  Virginia,  in  2005,  a 
substantial  portion  of  the  patent  examiner  paper  search  files 
will  have  been  eliminated. 

The  USPTO' s  current  planning  approach  to  the  dissemina- 
tion of  patent  and  trademark  information  is  to  continue 
enhancing  its  electronic  databases  that  capture  the  content  of 
patents  and  trademarks,  and  to  continue  to  support  the  USPTO 
Web  site,  the  network  of  87  Patent  and  Trademark  Depository 
Libraries,  and  the  sale  of  its  data  products. 

IIL  Proposed  Plan  for  an  Electronic  Public  Search  Facility 

A.  Status  of  Replacement  Electronic  Search  Systems 

The  U.S.  patent  image  database  contains  the  complete 
printed  patent  of  all  patents  granted  from  1790  to  date, 
including  bibliographic  information,  specifications,  drawings 
and  claims.  Extensive  efforts  over  a  number  of  years  have  been 
undertaken  to  ensure  that  this  database  is  as  complete  as 
possible.  As  patents  issue  each  week  on  Tuesday,  this  database 
is  updated  the  same  day  with  that  week's  issue  of  patents.  The 
U.S.  patent  image  database  is  available  in  the  pubUc  search 
facilities  through  the  WEST  and  EAST  search  systems,  and  at 
no  cost  for  search  time.  Both  offer  the  ability  to  mimic  the 
search  through  paper  classified  files  by  allowing  users  to 
retrieve  patents  by  technology  in  accordance  with  the  U.S. 
Patent  Classification  System.  It  provides  a  quick  flip  rate 
through  the  documents,  the  same  way  that  one  would  conduct 
a  search  through  a  stack  of  paper  patents.  But  unlike  the  paper 
file,  the  patent  image  database  remains  complete  at  all  times 
and  available  to  multiple  users  simultaneously. 

The  primary  search  tool  used  for  trademark  searches  called 
X-Search,  includes  a  reproduction  of  the  mark,  as  well  as  other 
information,  from  every  pending  application  and  active  regis- 
tration. It  also  includes  the  mark,  and  other  information,  from 
any  abandoned  application,  or  any  canceled  or  expired  regis- 
tration, unless  the  application  was  abandoned  or  the  registra- 
tion was  expired  or  canceled  before  March  1,  1983.  The 
database  also  includes  the  marks  protected  under  Article  6ter 
of  the  Paris  Convention  for  the  Protection  of  Industrial 
Property.  This  database  can  be  searched  using  a  variety  of 
approaches,  e.g.,  by  mark,  by  owner  name,  by  filing  date,  etc. 
The  database  is  updated  daily,  with  new  information  concern- 
ing pending  and  registered  trademarks.  It  surpasses  the  com- 
pleteness and  timeliness  of  the  paper  classified  trademark 
registrations  because,  among  other  things,  the  paper  document 
must  be  printed  from  the  same  system  that  uploads  the  data  to 
the  trademark  database.  Then  the  paper  copies  must  be  marked 
for  filing,  and  then  filed.  This  additional  processing  needed  to 
maintain  the  paper  classified  trademark  registration  collection 
makes  it  a  less  timely  collection,  and  therefore,  less  accurate  to 
search.  In  addition,  pending  applications  that  abandoned  after 
1983  and  before  1990  have  been  purged  from  the  paper  files 
but  remain  available  in  the  electronic  files.  This  makes  the 
electronic  search  systems  more  comprehensive  in  scope. 

The  electronic  systems  that  would  replace  the  paper  collec- 
tions in  the  search  facihties  were  developed  specifically  for  use 
by  USPTO  examiners  using  a  well-defined  and  long  estab- 
lished process  that  guides  and  controls  the  development  and 
implementation  of  information  technology  initiatives.  The 
USPTO,  in  making  these  systems  available  in  the  pubhc  search 
facilities,  recognized  that  there  might  be  different  requirements 
for  public  access.  The  USPTO  makes  an  effort  to  obtain  public 
user  requirements  from  internal  and  external  sources,  although 
enhancements  required  to  achieve  improved  examiner  produc- 
tivity have  priority.  Enhancements  to  systems  are  announced  in 
the  search  facilities  and  are  often  available  for  demonstration 
to  the  public  prior  to  deployment.  USPTO  electronic  search 
systems  are  well  supported  in  the  event  of  unscheduled 
downtime.  Service  goals  for  the  public  as  well  as  the  examin- 
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ing  corps  are  in  place  and  supported  by  USPTO  management. 
Each  step  taken  to  correct  an  unscheduled  interruption  in 
service  is  documented,  shared  widely  internally,  and  tracked 
for  completion.  Redundant  formats  of  source  documents  are 
readily  available  in  the  public  search  facilities  in  microfilm, 
CD-ROM,  DVD-ROM.  and  numerically  arranged  bound  paper 
format,  in  the  event  of  system  downtime.  Searchers  may  also 
utilize  resoiu^ces  on  the  tJSPTO  Web  site. 

Like  paper  files,  errors  can  occur  in  electronic  search 
systems.  However,  mechanisms  are  in  place  for  tracking, 
reporting  and  fixing  errors  that  are  made  as  a  result  of  internal 
processes.  The  paper  classified  files  are  incomplete  by  nature 
of  the  format.  There  may  be  missing  or  misfiled  documents, 
potentially  impacting  search  results  which  rely  only  on  the 
paper  classified  files. 

The  USPTO  follows  the  regulations  and  requirements  of 
Federal  agency  records  management,  and  the  agency  provides 
for  effective  controls  over  the  maintenance  of  its  records,  in  all 
media,  paper  and  electronic,  in  accordance  with  44  U.S.C. 
3102.  The  agency  has  established  effective  controls  for  elec- 
tronic information.  Controls  are  in  place  throughout  the  life 
cycle  of  any  information  system  that  contains  and  provides 
access  to  computerized  Federal  records  and  nonrecord  infor- 
mation. The  USPTO  is  committed  to  ensuring  the  integrity  of 
data  when  changes  in  media  and  format  occur. 

B.  Paper  Records  Identified  for  Removal 

The  USPTO  proposes  to  remove  the  following  paper  col- 
lections of  patents  and  trademark  registrations,  located  on 
USPTO  premises  in  Arlington,  Virginia,  at  the  earliest  time 
permitted  by  law.  The  descriptions  and  associated  dispositions 
of  these  two  collections  are  cited  from  the  Comprehensive 
Records  Schedule  maintained  by  the  agency  as  a  records 
management  requirement  of  National  Archives  and  Records 
Administration  (NARA). 

1.  Patent  Classified  Search  Files  (Patent  Search  Room, 
Crystal  Plaza  3/4,  Lobby  Level-Room  lAOl,  2021  South  Clark 
Place) 

Copies  of  printed  domestic  patents.  Domestic  patents  are 
arranged  first  by  group  and  then  by  subgroup.  These  copies  are 
used  to  facilitate  public  patent  searches  by  class  and  subclass. 
Disposition 

Nonrecord:  Destroy  when  no  longer  needed  for  public 
reference. 

2.  Registered  Trademarks  (Trademark  Search  Library,  South 
Tower  Building,  Room  2B30,  2900  Crystal  Drive)  Trademarks 
registered  by  the  USPTO  for  national  and  international  busi- 
ness, government,  membership,  and  service  organizations. 
Records  consist  of  individual  sheets  by  registration  number 
cross-filed  in  the  appropriate  design  categories  and  in  the 
following  groups:  words,  international  registrations,  art  of 
manufacturing,  and  color  marks.  Includes  foreign  marks  sub- 
mitted under  the  Paris  Convention  by  the  WIPO  and  govern- 
ment agencies  which  entered  their  logos  and  weapons  names 
into  the  search  files  under  Executive  Order  11628,  FR  vol.36. 
No.  203,  Oct.  20,  1971.  Covers  records  from  1870  to  the 
present  for  paper  copies.  Used  as  the  public  reference  copy. 
Disposition 

Nonrecord:  Destroy  when  no  longer  needed  for  public 
reference. 

The  USPTO  has  determined  that  these  collections  are  no 
longer  needed  for  public  reference  because  of  the  availability 
of  mature  and  reliable  replacement  in-house  electronic  search 
systems  in  its  public  search  facilities  already  described. 

C.  Public  Comment 

The  USPTO  undertook,  as  required  by  AIPA,  a  period  of 
public  comment  on  issues  related  to  the  removal  of  paper.  See 
Notice  of  Request  for  Comments  on  Development  of  a  Plan  to 
Remove  the  Patent  and  Trademark  Classified  Paper  Files 
From  the  Public  Search  Facilities,  66  FR  45012  (Aug.  27, 
2001),  1250  Off.  Gaz.  Pat.  Office  137  (Sept.  25,  2001).  The 
original  deadline  for  comment  was  September  29,  2001.  The 
notice  was  subsequently  reopened  for  comment  on  October  4, 
200 1 .  with  a  second  deadline  of  October  29,  200 1 .  A  total  of  49 
responses  were  received.  Both  the  original  notice  and  all 
responses  are  available  for  viewing  on  the  USPTO  Web  site  at 
www.uspto.gov. 

The  USPTO  received  a  number  of  comments  that  did  not 
pertain  to  the  paper  removal  plan.  They  included  comments 
regarding  patent  text  searching,  foreign  patent  documents. 


non-patent  literature,  and  questions  that  appear  to  be  requests 
for  information  under  the  Freedom  of  Information  Act,  and  are 
therefore  not  germane  to  the  issue. 

The  notice  particularly  solicited  input  on  the  following 
items: 

a.  Measures  required  to  ensure  the  integrity  of  electronic 
records. 

b.  Comparable  functionality  for  searching  and  retrieving 
information  from  electronic  records. 

c.  Reclassification  of  the  patent  electronic  file. 

d.  Paper  disposition. 

D.  Timetable  for  Removal  of  Paper  Collections 

The  USPTO  proposes  to  begin  the  removal  of  paper 
classified  U.S.  trademark  registrations  and  U.S.  patents  at  the 
earliest  time  permitted  by  law.  It  is  anticipated  that  one 
collection  would  be  completely  removed  before  the  removal  of 
the  other  collection  begins  although  no  determination  has  yet 
been  made  about  which  of  the  two  identified  collections  would 
be  removed  first.  All  paper  identified  for  removal  would  be 
removed  by  the  time  the  new  electronic  search  facility  opens  in 
the  USPTO' s  consolidated  facility  on  the  Carlyle  site  in 
Alexandria,  Virginia,  which  is  currently  under  construction. 
The  space  for  the  electronic  search  facility  is  expected  to  be 
available  in  the  fall  of  2004.  The  removal  of  paper  would  be 
handled  in  such  a  manner  as  to  cause  as  little  inconvenience 
and  disruption  to  public  users  as  possible. 

E.  Interim  Steps 

The  USPTO,  working  with  guidance  from  NARA,  proposes 
to  seek  a  governmental  entity  or  non-profit  organization  to 
accept  the  two  paper  collections  and  assume  the  responsibility 
for  their  update  and  maintenance.  Failing  interest,  the  USPTO 
would  seek  opportunities  for  sale  of  the  collections. 

At  the  time  the  USPTO  begins  seeking  a  governmental 
entity  or  non-profit  organization  to  accept  the  two  paper 
collections,  the  USPTO  will  stop  adding  any  more  weekly 
patent  issues  or  trademark  registrations  to  the  collections.  In 
addition,  the  USPTO  would  also  begin  moving  certain  paper 
collections  from  the  public  search  facility  for  storage  pending 
their  transfer,  sale,  or  destruction. 

The  USPTO  would  continue  to  add  workstations  for  the 
public  to  search  databases  as  demand  increases. 

The  USPTO  would  continue  to  offer  public  training  in  all  of 
its  electronic  search  systems  for  varying  levels  of  expertise. 

The  USPTO  would  continue  to  offer  specialized  reference 
services  tailored  to  the  particular  needs  of  novice  users  in 
patent  and  trademark  searching. 

The  USPTO  would  continue  its  efforts  to  comply  with 
ergonomic  design  standards  for  computer  workstations. 

The  USPTO  would  continue  to  advise  the  public  in  the 
search  facilities  about  progress  regarding  paper  removal 
through  a  series  of  posted  public  notices,  similar  to  public 
notices  that  have  been  posted  in  the  past  regarding  equipment, 
systems  and  other  issues  impacting  the  public. 

The  USPTO  would  continue  to  refine  its  planned  electronic 
public  search  facility  for  the  new  space  in  Alexandria  to  reflect 
ongoing  developments  in  public  use  of  the  current  facilities 
such  as  reducing  wait  times  for  system  access  and  designing 
sufficient  work  and  table  spaces  to  maximize  terminal  use. 

F.  Final  Status 


At  the  completion  of  the  removal  of  the  two  identified  paper 
collections,  the  USPTO  would  consolidate  its  patent  and 
trademark  public  search  facilities  into  one  consolidated  elec- 
tronic public  search  facility  with  the  full  complement  of 
well-supported  electronic  search  systems,  trained  staff,  and 
ergonomic  workstations. 

Fees  to  access  USPTO  electronic  search  systems  were 
temporarily  suspended  in  the  USPTO  public  search  facilities 
beginning  October  1,  1999.  These  fees  would  be  permanently 
waived  at  the  time  of  the  disposal  of  the  classified  paper  files 
so  that  access  to  all  USPTO  electronic  search  systems  in  the 
public  search  facilities  would  be  free. 

Charges  for  printing  hard  copies  would  remain  in  place. 

Numeric  sets  of  U.S.  patents  and  U.S.  trademark  registra- 
tions would  continue  to  be  maintained  in  combinations  of 
various  formats  including  paper,  microfilm,  CD-ROM  and 
DVD-ROM. 
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IV.  Conclusion 

The  USPTO  is  mandated  to  operate  in  a  cost-effective  manner, 
and  to  continue  moving  toward  an  online  environment  for 
service  delivery  to  its  customers.  The  USPTO  has  devoted 
significant  resources  to  the  successful  development  of  elec- 
tronic search  systems.  These  systems  are  now  widely  used 
throughout  the  USPTO  public  search  facilities.  They  provide 
equivalent  functionality  to  the  paper  files  and  superior  storage, 
maintenance  and  efficiency  features.  The  USPTO  proposes  to 
eliminate  the  classified  paper  patents  and  trademark  registra- 
tions from  the  Trademark  Search  Library  located  in  the  South 
Tower  Building,  2900  Crystal  Drive,  and  the  Patent  Search 
Room  located  in  the  Crystal  Plaza  3/4,  2021  South  Clark  Place. 
Elimination  of  these  paper  files  is  consistent  with  the  USPTO' s 
goals,  strategic  information  technology  plans,  and  the  agency's 
operational  practices. 

V.  Issues  for  Public  Comment 

A.  To  Present  Written  Comments 

The  USPTO  wants  to  obtain  comments  and  suggestions  on 
the  proposed  plan  for  an  electronic  public  search  facility. 
Interested  members  of  the  pubUc  are  invited  to  present  oral  or 
written  comments  on  any  issues  they  believe  relevant  to  the 
proposed  plan.  The  USPTO  reserves  the  right  to  limit  the 
number  of  pubhc  cormnents  presented  if  necessary  due  to  time 
constraints  at  the  hearing,  but  will  accept  and  consider  all 
written  comments  submitted.  In  your  response,  please  include 
the  following: 

name  and  affiliation  of  the  individual  responding; 

clear  identification  of  the  matter  being  addressed; 

an  indication  of  whether  comments  offered  represent  views 
of  the  respondent's  organization  or  are  the  respondent's 
personal  views;  and 

if  applicable,  information  on  the  respondent's  organization, 
including  the  type  of  organization  (e.g.,  business,  trade  group, 
university,  non-profit  organization). 

B.  To  Request  an  Opportunity  To  Speak  at  the  Hearing 

Persons  interested  in  speaking  should  send  their  request  by 
electronic  mail  message  over  the  Internet  to:  paper- 
removal@uspto.gov.  Requests  to  speak  should  include: 

name  and  affiliation  of  the  individual  requesting  the  oppor- 
tunity to  speak; 

the  organization  represented  by  the  respondent; 

contact  information  (address,  telephone,  e-mail); 

information  on  the  specific  focus  or  interest  of  the  respon- 
dent or  the  respondent's  organization. 

Speakers  should  provide  a  written  copy  of  their  remarks  for 
inclusion  in  the  record. 

VI.  Interest  in  Acquiring  the  Paper  Patent  and  Trademark 


Collections  To  Be 
Search  Facilities 


Removed  From  the  USPTO's  Public 


Any  donation  of  the  paper  patent  or  trademark  registration 
collections  must  comply  with  the  NARA  regulations  for  the 
donation  of  temporary  records  which  are  set  out  in  36  CFR 
1228.60.  For  example,  the  donee  must  be  a  governmental 
entity  or  non-profit  organization  and  must  agree  not  to  sell  the 
patent  or  trademark  registration  collections  except  as  wastepa- 
per,  the  donation  must  be  made  without  cost  to  the  United 
States  Government,  and  NARA  must  provide  written  approval 
of  the  donation.  Thus,  even  if  there  is  interest  by  a  govern- 
mental entity  or  non-profit  organization  in  acquiring  the  patent 
or  trademark  registration  collections  removed  from  the  USP- 
TO's public  search  facihties,  the  USPTO  may  still  dispose  of 
these  collections  as  wastepaper  if  the  USPTO  cannot  donate 
them  to  the  governmental  entity  or  non-profit  organization  in  a 
cost-effective  manner  or  if  the  USPTO  cannot  obtain  written 
approval  for  the  donation  by  NARA  in  a  timely  manner. 
Finally,  as  the  USPTO  will  not  be  conducting  a  file  integrity 
review  of  the  patent  or  trademark  registration  collections  as 
they  are  being  removed  from  the  public  search  facilities,  the 
USPTO  cannot  assure  that  the  patent  or  trademark  registration 
collections  being  removed  the  public  search  facilities  are 
complete. 


April  3,  2002 


JAMES  E.  ROGAN 

Under  Secretary  of  Commerce  for 

Intellectual  Property  and 

Director  of  the  United  States 

Patent  and  Trademark  Office 


Appendix;  Selected  USPTO  Electronic  Databases  and  Search 
Tools  Made  Pubhcly  Available 

In  the  PubUc  Search  Facilities: 

Public  EAST  &  WEST  Systems:  the  full  text  of  over  2.5 
million  U.S.  patents  issued  since  January  1971;  the  full  images 
of  over  6.5  milUon  U.S.  patents  issued  since  1790  and  over 
14.5  foreign  patents;  English  translations  of  5.1  million  Japa- 
nese patent  abstracts;  and  English  translations  of  3.1  million 
European  patent  abstracts. 

X-Search  System:  text  and  image  of  over  2.7  million 
trademark  apphcations  and  registrations  (including  active, 
canceled,  expired,  and  abandoned). 

Cassis2:  A  suite  of  optical  disc  products  providing  access  to 
patent  and  trademark  search  tools,  patent  classification  data, 
and  selected  bibhographic  data. 

USAPat:  Facsimile  Images  of  United  States  Patents  on 
DVD-ROM  and  CD-ROM 

USAMark:  Facsimile  Images  of  United  States  Trademark 
Registrations  on  CD-ROM 

On  the  USPTO  Web  site: 

Trademark  Electronic  Search  System  (TESS):  searchable 
database  including  the  full  text  and  clipped  images  of  all 
registered  trademarks; 

U.S.  patents  issued  from  1790  through  1975 — searchable  by 
patent  number  and  current  U.S.  patent  classification; 

U.S.  patents  issued  from  1976  to  the  most  recent  issue 
week — searchable  by  full-text  fields  that  now  include  current 
U.S.  classification  data; 

Published  applications;  and 

Patent  and  trademark  manuals  and  search  tools. 
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DEPARTxMENT  OF  COMMERCE 
United  States  Patent  and  Trademark  OfBce 


Performance  Review  Board  (PRB) 

AGENCY:  United  States  Patent  and  Trademark  Office. 

ACTION:  Notice;  Update  membership  hst  of  the  United 
States  Patent  and  Trademark  Office  Performance  Review 
Board. 

SUMMARY:  In  conformance  with  the  Civil  Service  Reform 
Act  of  1978,  5  U.S.C.  4314(c)(4),  the  United  States  Patent  and 
Trademark  Office  announces  the  appointment  of  persons  to 
serve  as  members  of  its  Performance  Review  Board. 

ADDRESSES:  Director,  Office  of  Human  Resources,  United 
States  Patent  and  Trademark  Office,  One  Crystal  Park,  Suite 
707,  Washington,  DC  20231. 


FOR  FURTHER  INFORMATION 

Rose  at  (703)  305-8062. 


CONTACT:   Sydney 


SUPPLEMENTARY  INFORMATION:  The  membership  of 
the  United  States  Patent  and  Trademark  Office  Performance 
Review  Board  is  as  follows: 

Clarence  Crawford,  Chair,  Chief  Financial  Officer  and  Chief 
Administrative  Officer,  United  States  Patent  and  Trademark 
Office,  Washington,  DC  20231,  Term  expires  September  30, 
2003. 

Nicholas  Godici,  Commissioner  for  Patents,  United  States 
Patent  and  Trademark  Office,  Washington,  DC  20231,  Term 
expires  September  30,  2003. 

Anne  Chasser,  Commissioner  for  Trademarks,  United  States 
Patent  and  Trademark  Office,  Washington,  DC  20231,  Term 
expires  September  30,  2003. 

Douglas  Bourgeois,  Chief  Information  Officer,  United  States 
Patent  and  Trademark  Office,  Washington,  DC  20231,  Term 
expires  September  30,  2004. 
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Janice  Falcone,  Director,  Patent  Examining  Group,  United 
States  Patent  and  Trademark  Office,  Washington,  DC  20231, 
Term  expires  September  30,  2003. 

James  Toupin,  General  Counsel,  United  States  Patent  and 
Trademark  Office,  Washington.  DC  20231,  Term  expires  Sep- 
tember 30,  2004. 

Robert  Anderson,  Deputy  Commissioner  for  Trademarks, 
United  States  Patent  and  Trademark  Office,  Washington,  DC 
20231,  Term  expires  September  30,  2003. 

Robert  Stoll,  Administrator  for  External  Affairs,  United 
States  Patent  and  Trademark  Office,  Washington,  DC  20231, 
Term  expires  September  30,  2003. 

Dieter  Hoinkes,  Deputy  Administrator  for  External  Affairs, 
United  States  Patent  and  Trademark  Office,  Washington,  DC 
20231,  Term  expires  September  30,  2003. 

Bruce  Campbell,  Executive  Associate  Director,  Operations 
Support  Directorate,  Federal  Emergency  Management  Agency, 
Washington,  DC  20742,  Term  expires  September  30,  2002. 

K.  David  Holmes,  Jr.,  Deputy  Assistant  Secretary  for  Secu- 
rity, Department  of  Commerce,  Washington,  DC  20230,  Term 
expires  September  30,  2004. 

October  19,  2001  NICHOLAS  P  GODICI 

Acting  Under  Secretary  of  Commerce  for 

Intellectual  Property  and  Acting  Director  of  the 

United  States  Patent  and  Trademark  Office 
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DEPARTMENT  OF  COMMERCE 

United  States  Patent  and  Trademark  Office 

37  CFR  Part  102 

RIN:  0651-AB21 


Public  Information,  Freedom  of  Information  and  Privacy 

AGENCY:  United  States  Patent  and  Trademark  Office,  Com- 
merce. 

ACTION:  Final  rule. 

SUMMARY:  The  United  States  Patent  and  Trademark  Office 
(USPTO)  adds  regulations  implementing  the  Freedom  of 
Information  Act  (FOIA),  including  the  Electronic  Freedom  of 
Information  Act  (EFOIA)  Amendments  of  1996,  and  the 
Privacy  Act  (PA). 

DATES:  Effective  October  2,  2000. 

FOR  FURTHER  INFORMATION  CONTACT:  Joseph  G. 
Piccolo,  703-305-9035. 

SUPPLEMENTARY  INFORMATION:  This  rule  was  pro- 
posed in  a  notice  of  proposed  rulemaking  published  at  65  FR 
41903  on  July  7,  2000.  Background  information  on  this  rule 
may  be  found  in  that  notice.  A  public-interest  group  sent  a 
comment  with  eleven  recommendations.  A  section  of  a  bar 
association  submitted  a  comment  with  a  single  recommenda- 
tion. 

Discussion  of  comments 

( 1 )  The  first  comment  recommended  deletion  of  the  phrase 
"created  by  USPTO"  in  §  102.2(b).  The  comment  appears  to 
interpret  the  phrase  as  a  limitation  on  what  the  FOIA  Officer 
may  have  posted  on  the  USPTO  Web  page.  Since  the  com- 
ment's interpretation  is  not  consistent  with  the  plain  language 
of  the  rule,  the  recommendation  will  not  be  adopted. 

(2)  The  first  comment  recommended  changing  the  date  for 
determining  responsive  records  in  §  102.5(a)  from  the  date  of 
the  request  to  the  date  of  the  response  because  requesters  might 
be  injured  by  processing  delays.  The  recommendation  is  not 
adopted  because  it  would  exacerbate  the  problem  it  intends  to 
address.  The  comment's  proposal  creates  a  circular  definition 
for  the  response  date  because  completion  of  processing  would 


trigger  a  new  search  requiring  further  processing.  Such  a 
practice  would  increase  processing  time  for  all  cases  and 
would  likely  lead  to  inconsistent  results. This  recommendation 
is  not  adopted  because  it  is  not  required  by  law  and  it  would  be 
administratively  unworkable. 

(3)  The  first  comment  recommended  that  §  102.5(b)  be 
revised  to  limit  referrals  to  other  agencies  to  situations  in 
which  the  other  agency  retained  control  over  the  requested 
record  and  the  referral  would  not  delay  a  response.  The  first 
part  of  the  recommendation  is  not  workable  because  the 
originating  agency  is  often  the  best,  even  the  only,  agency  in  a 
position  to  determine  the  releasability  of  the  record.  The 
second  part  of  the  test  is  impossible  to  predict  before  the 
referral  is  made  and,  in  any  case,  could  require  USPTO  to 
waive  another  agency's  exemptions  routinely  without  consul- 
tation.Moreover,  the  comment  appears  to  interpret  the  rule  as 
barring  the  FOIA  Officer  from  responding  to  a  request  that  has 
been  referred  to  another  agency  for  consultation.  Since  that 
interpretation  is  not  consistent  with  the  plain  language  of  the 
rule,  the  recommendation  is  not  adopted. 

(4)  The  first  comment  recommends  eliminating  what  it 
characterizes  as  a  "pre-suit,  non-judicial  extension  of  time  for 
the  completion  of  requests"  in  §  102.6(c)(3).  The  paragraph  in 
question  does  not  provide  for  such  extensions.  Since  the  rule 
simply  places  requesters  on  notice  that  there  may  be  circum- 
stances in  which  a  backlog  may  excuse  a  delay,  the  recom- 
mendation is  not  adopted. 

(5)  The  first  comment  recommends  elimination  of  the  last 
sentence  of  §  102.6(c)(3).  The  comment  interprets  the  sentence 
as  suggesting  a  jurisdictional  bar  to  judicial  review  when  a 
requester  refuses  to  work  with  USPTO  to  permit  a  timely 
response.  The  sentence  simply  notes  that  a  court  might  take  a 
requester's  conduct  into  account  before  reaching  the  merits  of 
a  complaint.  Since  the  comment's  interpretation  is  not  consis- 
tent with  the  language  of  the  rule,  the  recommendation  is  not 
adopted. 

(6)  The  first  comment  recommends  that  §  102.6(d)(1)  be 
revised  to  provide  specific  standards  for  multitracking.  There  is 
no  basis  in  USPTO  for  more  specific  standards  for  multitrack- 
ing at  this  time.  When  more  specific  standards  become 
necessary,  USPTO  will  promulgate  them  in  accordance  with  5 
U.S.C.  552(a)(6)(D)(i). 

(7)  The  first  comment  recommends  revising  the  sections  that 
require  payment  before  the  search  results  are  released.  The 
comment  characterizes  this  requirement  as  an  impermissible 
advance  payment.  The  comment's  characterization  is  inconsis- 
tent with  S trout  v.  United  States  Parole  Comm'n.  40  F.3d  136, 
139  (6th  Cir.  1994). Paragraph  §  102.11(i)  explicitly  bars  the 
FOIA  Officer  from  requiring  advance  payment  except  as 
permitted  by  statute  and  the  case  law.  The  recommendation  is 
not  adopted. 

(8)  The  first  comment  recommends  ehminating  the  provi- 
sion in  §  102.11(i)(4)  that  a  request  in  which  advance  payment 
may  be  required  is  not  considered  received  until  the  advance 
payment  is  received.  Adopting  the  recommendation  would 
create  the  paradoxical  situation  in  which  the  USPTO  response 
is  untimely  even  though  the  advanced  payment  was  never 
received  or  was  received  so  late  that  no  response  was  possible. 
The  only  alternative  USPTO  would  have  would  be  to  process 
the  request  without  any  assurance  that  it  would  be  paid  in 
precisely  the  situation  where  the  statute  permits  a  requirement 
of  advance  payment.  The  rule  provides  a  reasonable  interpre- 
tation of  the  statute  that  eliminates  the  paradox.  The  recom- 
mendation is  not  adopted. 

(9)  The  first  comment  recommends  eliminating  the  last 
sentence  of  §  102.11(k)(2)(ii).  The  comment  appears  to  inter- 
pret this  provision  as  barring  the  FOIA  Officer  from  granting  a 
fee  waiver  to  a  second  requester  of  previously  released 
information.  The  plain  language  of  the  rule  does  not  compel 
that  result,  but  rather  requires  the  FOIA  Officer  to  evaluate  that 
issue  in  the  context  of  a  specific  request.  Since  the  comment's 
interpretation  is  not  consistent  with  the  language  of  the  rule, 
the  recommendation  is  not  adopted. 

(10)  The  first  comment  recommends  eliminating  the  provi- 
sion in  §  102.9(f)  that  permits  the  submitter  of  business 
information  from  pointing  out  all  available  exemptions  from 
disclosure.  It  is  not  clear  from  the  comment  what  basis  USPTO 
would  have  to  censor  a  business  submitter  from  pointing  out 
any  exemption  that  might  meet  its  interest  in  keeping  its 
confidential  information  from  disclosure.  Moreover,  the  point 
of  the  rule  is  to  ensure  that  a  business  submitter  makes  its 
entire  case  in  a  single  response  rather  than  advancing  exemp- 
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tions  in  a  piecemeal  fashion.  The  recommendation  is  not 
adopted. 

(11)  The  first  comment  recommends  revising  the  last  sen- 
tence of  §  102.10(d),  which  provides  that  an  administrative 
appeal  may  continue  after  a  requester  has  initiated  a  civil 
action.  The  comment  appears  to  interpret  paragraph  (d)  as 
requiring  some  requesters  to  choose  between  continuing  an 
administrative  appeal  and  filing  a  civil  action.  The  sentence 
does  not  force  such  an  election,  but  rather  simply  puts 
requesters  on  notice  of  a  practice  that  is  not  universal  in 
judicial  review  of  USPTO  action.  Since  the  comment's  inter- 
pretation is  not  consistent  with  the  language  of  the  rule,  the 
recommendation  is  not  adopted. 

(12)  The  second  comment  recommends  that  USPTO  make 
the  material  available  under  §  102.2(c)(4)-(6)  also  available  at 
the  USPTO  web  site  (www.uspto.gov).  The  recommendation  is 
already  adopted  in  §  102.2(b)  for  materials  created  on  or  after 
the  effective  date  of  the  EFOIA  amendments,  November  1, 
1996. 

Other  considerations 

This  rule  is  not  significant  under  Executive  Order  12866. 

This  rule  does  not  contain  a  "collection  of  information"  as 
defined  by  the  Paperwork  Reduction  Act  (44  U.S.C.  ch.  35). 

In  accordance  with  the  Regulatory  Flexibility  Act  (5  U.S.C. 
605(b)),  USPTO  has  certified  that  this  rule  will  not  have  a 
significant  economic  impact  on  a  substantial  number  of  small 
entities. 

List  of  Subjects  in  37  CFR  Part  102 

Administrative  practice  and  procedure.  Freedom  of  Infor- 
mation, Privacy,  Pubhc  information. 

For  the  reasons  stated  in  the  preamble,  amend  37  CFR 
Chapter  I  by  adding  Part  102  to  read: 

PART  102  -  DISCLOSURE  OF  GOVERNMENT  INFOR- 
MATION 

SUBPART  A  -  FREEDOM  OF  INFORMATION  ACT 

Sec. 

102.1  General 

102.2  Public  reference  facilities 

102.3  Records  under  FOIA 

102.4  Requirements  for  making  requests 

102.5  Responsibility  for  responding  to  requests 

102.6  Time  limits  and  expedited  processing 

102.7  Responses  to  requests 

102.9  Business  Information 

102.10  Appeals  from  initial  determinations  or  untimely 
delays 

102.11  Fees 

SUBPART  B  -  PRIVACY  ACT 

102.21  Purpose  and  Scope 

102.22  Definitions 

102.23  Procedures  for  making  inquiries 

102.24  Procedures  for  making  requests  for  records 

102.25  Disclosure  of  requested  records  to  individuals 

102.26  Special  procedures:  Medical  records 

102.27  Procedures  for  making  requests  for  correction  or 
amendment 

102.28  Review  of  requests  for  correction  or  amendment 

102.29  Appeal  of  initial  adverse  determination  on  correction 
or  amendment 

102.30  Disclosure  of  record  to  person  other  than  the 
individual  to  whom  it  pertains 

102.31  Fees 

102.32  Penalties 

102.33  General  exemptions 

102.34  Specific  exemptions 

Appendix  to  Part  102  —  Systems  of  Records  Noticed  by  Other 
Federal  Agencies  and  Applicable  to  USPTO  Records,  and 
Applicability  of  this  Part  Thereto 

Authority:  5  U.S.C.  552;  5  U.S.C.  552a;  5  U.S.C.  553;  31 
U.S.C.  3717;  35  U.S.C.  2(b)(2),  21,  41,  42,  122;  44  U.S.C. 
3101. 


SUBPART  A  -  FREEDOM  OF  INFORMATION  ACT 

§  102.1  General. 

(a)  The  information  in  this  part  is  furnished  for  the  guidance 
of  the  public  and  in  compliance  with  the  requirements  of  the 
Freedom  of  Information  Act  (FOIA),  as  amended  (5  U.S.C. 
552).  This  part  sets  forth  the  procedures  the  United  States 
Patent  and  Trademark  Office  (USPTO)  follows  to  make  pub- 
licly available  the  materials  and  indices  specified  in  5  U.S.C. 
552(a)(2)  and  records  requested  under  5  U.S.C. 
552(a)(3). Information  routinely  provided  to  the  public  as  part 
of  a  regular  USPTO  activity  (for  example,  press  releases  issued 
by  the  Office  of  Public  Affairs)  may  be  provided  to  the  public 
without  following  this  part.  USPTO's  policy  is  to  make 
discretionary  disclosures  of  records  or  information  exempt 
from  disclosure  under  FOIA  whenever  disclosure  would  not 
foreseeably  harm  an  interest  protected  by  a  FOIA  exemption, 
but  this  policy  does  not  create  any  right  enforceable  in  court. 

(b)  As  used  in  this  subpart,  FOIA  Officer  means  the  USPTO 
employee  designated  to  administer  FOIA  for  USPTO.  To 
ensure  prompt  processing  of  a  request,  correspondence  should 
be  addressed  to  the  FOIA  Officer,  United  States  Patent  and 
Trademark  Office,  WASHINGTON  DC  20231  or  dehvered  by 
hand  to  Crystal  Park  Two,  2121  Crystal  Drive,  Suite  714, 
ArUngton,  Virginia. 

§  102.2  Public  reference  facilities. 

(a)  USPTO  maintains  a  public  reference  facility  that  con- 
tains the  records  FOIA  requires  to  be  made  regularly  available 
for  public  inspection  and  copying;  furnishes  information  and 
otherwise  assists  the  public  concerning  USPTO  operations 
under  FOIA;  and  receives  and  processes  requests  for  records 
under  FOIA.  The  FOIA  Officer  is  responsible  for  determining 
which  of  USPTO's  records  are  required  to  be  made  available 
for  pubUc  inspection  and  copying,  and  for  making  those 
records  available  in  USPTO's  reference  and  records  inspection 
facility.  The  FOIA  Officer  shall  maintain  and  make  available 
for  public  inspection  and  copying  a  current  subject-matter 
index  of  USPTO's  public  inspection  facility  records.  Each 
index  shall  be  updated  regularly,  at  least  quarterly,  with  respect 
to  newly  included  records.  In  accordance  with  5  U.S.C. 
552(a)(2),  USPTO  has  determined  that  it  is  unnecessary  and 
impracticable  to  publish  quarterly,  or  more  frequently,  and 
distribute  copies  of  the  index  and  supplements  thereto.  The 
public  reference  facility  is  located  in  the  Public  Search  Room, 
Crystal  Plaza  Three,  2021  South  Clark  Place,  Room  lAOl, 
Arhngton,  Virginia. 

(b)  The  FOIA  Officer  shall  also  make  public  inspection 
facility  records  created  by  USPTO  on  or  after  November  1, 
1996,  available  electronically  through  USPTO's  World  Wide 
Web  site  (http://www.uspto.gov).  Information  available  at  the 
site  shall  include: 

(1)  The  FOIA  Officer's  index  of  the  public  inspection 
facility  records,  which  indicates  which  records  are  available 
electronically;  and 

(2)  The  general  index  referred  to  in  paragraph  (c)(3)  of  this 
section. 

(c)  USPTO  maintains  and  makes  available  for  public  inspec- 
tion and  copying: 

(1)  A  current  index  providing  identifying  information  for  the 
public  as  to  any  matter  that  is  issued,  adopted,  or  promulgated 
after  July  4,  1967,  and  that  is  retained  as  a  record  and  is 
required  to  be  made  available  or  published.  Copies  of  the  index 
are  available  upon  request  after  payment  of  the  direct  cost  of 
duplication; 

(2)  Copies  of  records  that  have  been  released  and  that  the 
FOIA  Officer  determines,  because  of  their  subject  matter,  have 
become  or  are  likely  to  become  the  subject  of  subsequent 
requests  for  substantially  the  same  records; 

(3)  A  general  index  of  the  records  described  in  paragraph 
(c)(2)  of  this  section; 

(4)  Final  opinions  and  orders,  including  concurring  and 
dissenting  opinions  made  in  the  adjudication  of  cases; 

(5)  Those  statements  of  policy  and  interpretations  that  have 
been  adopted  by  USPTO  and  are  not  published  in  the  Federal 
Register;  and 

(6)  Administrative  staff  manuals  and  instructions  to  staff  that 
affect  a  member  of  the  pubhc. 
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§  102.3Records  under  FOIA. 

(a)  Records  under  FOIA  include  all  Government  records, 
regardless  of  format,  medium  or  physical  characteristics,  and 
include  electronic  records  and  information,  audiotapes,  video- 
tapes, and  photographs. 

(b)  There  is  no  obligation  to  create,  compile,  or  obtain  from 
outside  USPTO  a  record  to  satisfy  a  FOIA  request.  With  regard 
to  electronic  data,  the  issue  of  whether  records  are  created  or 
merely  extracted  from  an  existing  database  is  not  always 
apparent. When  responding  to  FOIA  requests  for  electronic 
data  where  creation  of  a  record  or  programming  becomes  an 
issue,  USPTO  shall  undertake  reasonable  efforts  to  search  for 
the  information  in  electronic  format. 

(c)  USPTO  officials  may,  upon  request,  create  and  provide 
new  information  pursuant  to  user  fee  statutes,  such  as  the  first 
paragraph  of  15  U.S.C.  1525,  or  in  accordance  with  authority 
otherwise  provided  by  law.  This  is  outside  the  scope  of  FOIA. 

(d)  The  FOIA  Officer  shall  preserve  all  correspondence 
pertaining  to  the  requests  received  under  this  subpart,  as  well 
as  copies  of  all  requested  records,  until  disposition  or  destruc- 
tion is  authorized  by  Title  44  of  the  United  States  Code  or  a 
National  Archives  and  Records  Administration's  General 
Records  Schedule.  The  FOIA  Officer  shall  not  dispose  of 
records  while  they  are  the  subject  of  a  pending  request,  appeal, 
or  lawsuit  under  FOIA. 

§  102.4  Requirements  for  making  requests. 

(a)  A  request  for  USPTO  records  that  are  not  customarily 
made  available  to  the  pubHc  as  part  of  USPTO's  regular 
informational  services  must  be  in  writing,  and  shall  be  pro- 
cessed under  FOIA,  regardless  of  whether  FOIA  is  mentioned 
in  the  request.  Requests  should  be  sent  to  the  USPTO  FOIA 
Officer,  United  States  Patent  and  Trademark  Office,  WASH- 
INGTON DC  20231  (records  FOIA  requires  to  be  made 
regularly  available  for  public  inspection  and  copying  are 
addressed  in  §  102.2(c)).  For  the  quickest  handling,  the  request 
letter  and  envelope  should  be  marked  "Freedom  of  Information 
Act  Request."  For  requests  for  records  about  oneself,  §  102.24 
contains  additional  requirements.  For  requests  for  records 
about  another  individual,  either  a  written  authorization  signed 
by  that  individual  permitting  disclosure  of  those  records  to  the 
requester  or  proof  that  that  individual  is  deceased  (for  example, 
a  copy  of  a  death  certificate  or  an  obituary)  facilitates  process- 
ing the  request. 

(b)  The  records  requested  must  be  described  in  enough  detail 
to  enable  USPTO  personnel  to  locate  them  with  a  reasonable 
amount  of  effort.  Whenever  possible,  a  request  should  include 
specific  information  about  each  record  sought,  such  as  the  date, 
title  or  name,  author,  recipient,  and  subject  matter  of  the 
record,  and  the  name  and  location  of  the  office  where  the 
record  is  located.  Also,  if  records  about  a  court  case  are  sought, 
the  title  of  the  case,  the  court  in  which  the  case  was  filed,  and 
the  nature  of  the  case  should  be  included.  If  known,  any  file 
designations  or  descriptions  for  the  requested  records  should 
be  included.  In  general,  the  more  specifically  the  request 
describes  the  records  sought,  the  greater  the  likelihood  that 
USPTO  will  locate  those  records.  If  the  FOIA  Officer  deter- 
mines that  a  request  does  not  reasonably  describe  records,  the 
FOIA  Officer  will  inform  the  requester  what  additional  infor- 
mation is  needed  or  why  the  request  is  otherwise  insufficient. 
The  FOIA  Officer  also  may  give  the  requester  an  opportunity 
to  discuss  the  request  so  that  it  may  be  modified  to  meet  the 
requirements  of  this  section. 

§  102.5  Responsibility  for  responding  to  requests. 

(a)  In  general.  Except  as  stated  in  paragraph  (b)  of  this 
section,  the  USPTO  will  process  FOIA  requests  directed  to 
USPTO.  In  determining  records  responsive  to  a  request,  the 
FOIA  Officer  shall  include  only  those  records  within  USPTO's 
possession  and  control  as  of  the  date  the  FOIA  Officer  receives 
the  request. 

(b)  Consultations  and  referrals.  If  the  FOIA  Officer  receives 
a  request  for  a  record  in  USPTO's  possession  in  which  another 
Federal  agency  subject  to  FOIA  has  the  primary  interest,  the 
FOIA  Officer  shall  refer  the  record  to  that  agency  for  direct 
response  to  the  requester.  The  FOIA  Officer  shall  consult  with 
another  Federal  agency  before  responding  to  a  requester  if  the 
FOIA  Officer  receives  a  request  for  a  record  in  which  another 
Federal  agency  subject  to  FOIA  has  a  significant  interest,  but 
not  the  primary  interest;  or  another  Federal  agency  not  subject 


to  FOIA  has  the  primary  interest  or  a  significant  interest. Or- 
dinarily, the  agency  that  originated  a  record  will  be  presumed 
to  have  the  primary  interest  in  it. 

(c)  Notice  of  referral.  Whenever  a  FOIA  Officer  refers  a 
document  to  another  Federal  agency  for  direct  response  to  the 
requester,  the  FOIA  Officer  will  ordinarily  notify  the  requester 
in  writing  of  the  referral  and  inform  the  requester  of  the  name 
of  the  agency  to  which  the  document  was  referred. 

(d)  Timing  of  responses  to  consultations  and  referrals.  All 
consultations  and  referrals  shall  be  handled  according  to  the 
date  the  FOIA  request  was  received  by  the  first  Federal  agency. 

(e)  Agreements  regarding  consultations  and  referrals.  The 
FOIA  Officer  may  make  agreements  with  other  Federal  agen- 
cies to  eliminate  the  need  for  consultations  or  referrals  for 
particular  types  of  records. 

§  102.6  Time  limits  and  expedited  processing. 

(a)  In  general.  The  FOIA  Officer  ordinarily  shall  respond  to 
requests  according  to  their  order  of  receipt. 

(b)  Initial  response  and  appeal.  Subject  to  paragraph  (c)(1) 
of  this  section,  an  initial  response  shall  be  made  within  20 
working  days  (i.e.,  excluding  Saturdays,  Sundays,  and  legal 
public  holidays)  of  the  receipt  of  a  request  for  a  record  under 
this  part  by  the  proper  FOIA  Officer  identified  in  accordance 
with  §  102.5(a),  and  an  appeal  shall  be  decided  within  20 
working  days  of  its  receipt  by  the  Office  of  the  General 
Counsel. 

(c)  Unusual  circumstances.  (1)  In  unusual  circumstances  as 
specified  in  paragraph  (c)(2)  of  this  section,  the  FOIA  Officer 
may  extend  the  time  limits  in  paragraph  (b)  of  this  section  by 
notifying  the  requester  in  writing  as  soon  as  practicable  of  the 
unusual  circumstances  and  of  the  date  by  which  processing  of 
the  request  is  expected  to  be  completed.  Extensions  of  time  for 
the  initial  determination  and  extensions  on  appeal  may  not 
exceed  a  total  of  ten  working  days,  unless  the  requester  agrees 
to  a  longer  extension,  or  the  FOIA  Officer  provides  the 
requester  with  an  opportunity  either  to  limit  the  scope  of  the 
request  so  that  it  may  be  processed  within  the  applicable  time 
limit,  or  to  arrange  an  alternative  time  frame  for  processing  the 
request  or  a  modified  request. 

(2)  As  used  in  this  section,  unusual  circumstances  means, 
but  only  to  the  extent  reasonably  necessary  to  properly  process 
the  particular  request: 

(i)  The  need  to  search  for  and  collect  the  requested  records 
from  field  facilities  or  other  establishments  separate  from  the 
office  processing  the  request; 

(ii)  The  need  to  search  for,  collect,  and  appropriately 
examine  a  voluminous  amount  of  separate  and  distinct  records 
that  are  the  subject  of  a  single  request;  or 

(iii)  The  need  for  consultation,  which  shall  be  conducted 
with  all  practicable  speed,  with  another  Federal  agency  having 
a  substantial  interest  in  the  determination  of  the  request. 

(3)  Unusual  circumstances  do  not  include  a  delay  that  results 
from  a  predictable  workload  of  requests,  unless  USPTO 
demonstrates  reasonable  progress  in  reducing  its  backlog  of 
pending  requests.  Refusal  to  reasonably  modify  the  scope  of  a 
request  or  arrange  an  alternate  time  frame  may  affect  a 
requester's  ability  to  obtain  judicial  review. 

(4)  If  the  FOIA  Officer  reasonably  believes  that  multiple 
requests  submitted  by  a  requester,  or  by  a  group  of  requesters 
acting  in  concert,  constitute  a  single  request  that  would 
otherwise  involve  unusual  circumstances,  and  the  requests 
involve  clearly  related  matters,  the  FOIA  Officer  may  aggre- 
gate them.  Multiple  requests  involving  unrelated  matters  will 
not  be  aggregated. 

(d)  Multitrack  processing.  (1)  The  FOIA  Officer  may  use 
two  or  more  processing  tracks  by  distinguishing  between 
simple  and  more  complex  requests  based  on  the  number  of 
pages  involved,  or  some  other  measure  of  the  amount  of  work 
and/or  time  needed  to  process  the  request,  and  whether  the 
request  qualifies  for  expedited  processing  as  described  in 
paragraph  (e)  of  this  section. 

(2)  The  FOIA  Officer  may  provide  requesters  in  a  slower 
track  with  an  opportunity  to  limit  the  scope  of  their  requests  in 
order  to  qualify  for  faster  processing. The  FOIA  Officer  may 
contact  the  requester  by  telephone  or  by  letter,  whichever  is 
most  efficient  in  each  case. 

(e)  Expedited  processing.  (1)  Requests  and  appeals  shall  be 
taken  out  of  order  and  given  expedited  treatment  whenever  it 
is  determined  they  involve: 

(i)  Circumstances  in  which  the  lack  of  expedited  treatment 
could  reasonably  be  expected  to  pose  an  imminent  threat  to  the 
life  or  physical  safety  of  an  individual; 
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(ii)  The  loss  of  substantial  due  process  rights; 

(iii)  A  matter  of  widespread  and  exceptional  media  interest 
in  which  there  exist  questions  about  the  Government's  integ- 
rity that  affect  public  confidence;  or 

(iv)  An  urgency  to  inform  the  public  about  an  actual  or 
alleged  Federal  Government  activity,  if  made  by  a  person 
primarily  engaged  in  disseminating  information. 

(2)  A  request  for  expedited  processing  may  be  made  at  the 
time  of  the  initial  request  for  records  or  at  any  later  time.  For 
a  prompt  determination,  a  request  for  expedited  processing 
should  be  sent  to  the  FOIA  Officer. 

(3)  A  requester  who  seeks  expedited  processing  must  submit 
a  statement,  certified  to  be  true  and  correct  to  the  best  of  that 
person's  knowledge  and  belief,  explaining  in  detail  the  basis 
for  requesting  expedited  processing.  For  example,  a  requester 
within  the  category  described  in  paragraph  (e)(l)(iv)  of  this 
section,  if  not  a  full-time  member  of  the  news  media,  must 
establish  that  he  or  she  is  a  person  whose  main  professional 
activity  or  occupation  is  information  dissemination,  though  it 
need  not  be  his  or  her  sole  occupation.A  requester  within  the 
category  described  in  paragraph  (e)(l)(iv)  of  this  section  must 
also  estabhsh  a  particular  urgency  to  inform  the  public  about 
the  Government  activity  involved  in  the  request,  beyond  the 
public's  right  to  know  about  Government  activity  generally. 
The  formality  of  certification  may  be  waived  as  a  matter  of 
administrative  discretion. 

(4)  Within  ten  calendar  days  of  receipt  of  a  request  for 
expedited  processing,  the  FOIA  Officer  will  decide  whether  to 
grant  it  and  shall  notify  the  requester  of  the  decision.If  a 
request  for  expedited  treatment  is  granted,  the  request  shall  be 
givenpriority  and  processed  as  soon  as  practicable.  If  a  request 
for  expedited  processing  is  denied,  any  appeal  of  that  decision 
shall  be  acted  on  expeditiously. 

§  102.7  Responses  to  requests. 

(a)  Grants  of  requests.  If  the  FOIA  Officer  makes  a  deter- 
mination to  grant  a  request  in  whole  or  in  part,  the  FOIA 
Officer  will  notify  the  requester  in  writing.  The  FOIA  Officer 
will  inform  the  requester  in  the  notice  of  any  fee  charged  under 
[0015]  §  102.11  and  disclose  records  to  the  requester 
promptly  upon  payment  of  any  applicable  fee.Records  dis- 
closed in  part  shall  be  marked  or  annotated  to  show  each 
applicable  FOIA  exemption  and  the  amount  of  information 
deleted,  unless  doing  so  would  harm  an  interest  protected  by  an 
applicable  exemption.  The  location  of  the  information  deleted 
shall  also  be  indicated  on  the  record,  if  feasible. 

(b)  Adverse  determinations  of  requests.  If  the  FOIA  Officer 
makes  an  adverse  determination  regarding  a  request,  the  FOIA 
Officer  will  notify  the  requester  of  that  determination  in 
writing.  An  adverse  determination  is  a  denial  of  a  request  in 
any  respect,  namely:  a  determination  to  withhold  any  requested 
record  in  whole  or  in  part;  a  determination  that  a  requested 
record  does  not  exist  or  cannot  be  located;  a  determination  that 
a  record  is  not  readily  reproducible  in  the  form  or  format 
sought  by  the  requester;  a  determination  that  what  has  been 
requested  is  not  a  record  subject  to  FOIA  (except  that  a 
determination  under  §  102.11(j)  that  records  are  to  be  made 
available  under  a  fee  statute  other  than  FOIA  is  not  an  adverse 
determination);  a  determination  against  the  requester  on  any 
disputed  fee  matter,  including  a  denial  of  a  request  for  a  fee 
waiver;  or  a  denial  of  a  request  for  expedited  treatment.  Each 
denial  letter  shall  be  signed  by  the  FOIA  Officer  and  shall 
include: 

(1)  The  name  and  title  or  position  of  the  denying  official; 

(2)  A  brief  statement  of  the  reason(s)  for  the  denial, 
including  applicable  FOIA  exemption(s); 

(3)  An  estimate  of  the  volume  of  records  or  information 
withheld,  in  number  of  pages  or  some  other  reasonable  form  of 
estimation.  This  estimate  need  not  be  provided  if  the  volume  is 
otherwise  indicated  through  deletions  on  records  disclosed  in 
part,  or  if  providing  an  estimate  would  harm  an  interest 
protected  by  an  applicable  FOIA  exemption;  and 

(4)  A  statement  that  the  denial  may  be  appealed,  and  a  list  of 
the  requirements  for  filing  an  appeal  under  §  102.10(b). 

§  102.9  Business  Information. 

(a)  In  general.  Business  information  obtained  by  USPTO 
from  a  submitter  will  be  disclosed  under  FOIA  only  under  this 
section. 

(b)  Definitions.  For  the  purposes  of  this  section: 


(1)  Business  information  means  commercial  or  financial 
information,  obtained  by  USPTO  from  a  submitter,  which  may 
be  protected  from  disclosure  under  FOIA  exemption  4  (5 
U.S.C.  552(b)(4)). 

(2)  Submitter  means  any  person  or  entity  outside  the  Federal 
Government  from  whom  USPTO  obtains  business  informa- 
tion, directly  or  indirectly.  The  term  includes  corporations; 
state,  local  and  tribal  governments;  and  foreign  govenmients. 

(c)  Designation  of  business  information.  A  submitter  of 
business  information  should  designate  by  appropriate  mark- 
ings, either  at  the  time  of  submission  or  at  a  reasonable  time 
thereafter,  any  portions  of  its  submission  that  it  considers  to  be 
protected  from  disclosure  under  FOIA  exemption  4.  These 
designations  will  expire  ten  years  after  the  date  of  the 
submission  unless  the  submitter  requests,  and  provides  justifi- 
cation for,  a  longer  designation  period. 

(d)  Notice  to  submitters.  The  FOIA  Officer  shall  provide  a 
submitter  with  prompt  written  notice  of  a  FOIA  request  or 
administrative  appeal  that  seeks  its  business  information  when- 
ever required  under  paragraph  (e)  of  this  section,  except  as 
provided  in  paragraph  (h)  of  this  section,  in  order  to  give  the 
submitter  an  opportunity  under  paragraph  (f)  of  this  section  to 
object  to  disclosure  of  any  specified  portion  of  that  informa- 
tion. Such  written  notice  shall  be  sent  via  certified  mail,  return 
receipt  requested,  or  similar  means.  The  notice  shall  either 
describe  the  business  information  requested  or  include  copies 
of  the  requested  records  containing  the  information.  When 
notification  of  a  large  number  of  submitters  is  required, 
notification  may  be  made  by  posting  or  pubhshing  the  notice  in 
a  place  reasonably  likely  to  accomphsh  notification. 

(e)  When  notice  is  required.  Notice  shall  be  given  to  the 
submitter  whenever: 

(1)  The  information  has  been  designated  in  good  faith  by  the 
submitter  as  protected  from  disclosure  under  FOIA  exemption 
4;  or 

(2)  The  FOIA  Officer  has  reason  to  believe  that  the  infor- 
mation may  be  protected  from  disclosure  under  FOIA  exemp- 
tion 4. 

(f)  Opportunity  to  object  to  disclosure.  The  FOIA  Officer 
shall  allow  a  submitter  seven  working  days  (i.e.,  excluding 
Saturdays,  Sundays,  and  legal  public  holidays)  from  the  date  of 
receipt  of  the  written  notice  described  in  paragraph  (d)  of  this 
section  to  provide  the  FOIA  Officer  with  a  detailed  statement 
of  any  objection  to  disclosure.  The  statement  must  specify  all 
grounds  for  withholding  any  portion  of  the  information  under 
any  exemption  of  FOIA  and,  in  the  case  of  exemption  4,  it 
must  show  why  the  information  is  a  trade  secret  or  commercial 
or  financial  information  that  is  privileged  or  confidential.  If  a 
submitter  fails  to  respond  to  the  notice  within  the  time 
specified,  the  submitter  will  be  considered  to  have  no  objection 
to  disclosure  of  the  information. Information  a  submitter  pro- 
vides under  this  paragraph  may  itself  be  subject  to  disclosure 
under  FOIA. 

(g)  Notice  of  intent  to  disclose.  The  FOIA  Officer  shall 
consider  a  submitter's  objections  and  specific  grounds  under 
FOIA  for  nondisclosure  in  deciding  whether  to  disclose  busi- 
ness information.  If  the  FOIA  Officer  decides  to  disclose 
business  information  over  the  objection  of  a  submitter,  the 
FOIA  Officer  shall  give  the  submitter  written  notice  via 
certified  mail,  return  receipt  requested,  or  similar  means,  which 
shall  include: 

(1)  A  statement  of  reason(s)  why  the  submitter's  objections 
to  disclosure  were  not  sustained; 

(2)  A  description  of  the  business  information  to  be  disclosed; 
and 

(3)  A  statement  that  the  FOIA  Officer  intends  to  disclose  the 
information  seven  working  days  from  the  date  the  submitter 
receives  the  notice. 

(h)  Exceptions  to  notice  requirements.  The  notice  require- 
ments of  paragraphs  (d)  and  (g)  of  this  section  shall  not  apply 
if: 

(1)  The  FOIA  Officer  determines  that  the  information  should 
not  be  disclosed; 

(2)  The  information  has  been  lawfully  pubUshed  or  has  been 
officially  made  available  to  the  public; 

(3)  Disclosure  of  the  information  is  required  by  statute 
(other  than  FOIA)  or  by  a  regulation  issued  in  accordance  with 
Executive  Order  12600;  or 

(4)  The  designation  made  by  the  submitter  under  paragraph 
(c)  of  this  section  appears  obviously  frivolous,  in  which  case 
the  FOIA  Officer  shall  provide  the  submitter  written  notice  of 
any  final  decision  to  disclose  the  information  seven  working 
days  from  the  date  the  submitter  receives  the  notice. 
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(i)  Notice  of  FOIA  lawsuit.  Whenever  a  requester  files  a 
lawsuit  seeking  to  compel  the  disclosure  of  business  informa- 
tion, the  FOIA  Officer  shall  promptly  notify  the  submitter. 

(j)  Corresponding  notice  to  requesters.  Whenever  a  FOIA 
Officer  provides  a  submitter  with  notice  and  an  opportunity  to 
object  to  disclosure  under  paragraph  (d)  of  this  section,  the 
FOIA  Officer  shall  also  notify  the  requester(s).  Whenever  a 
submitter  files  a  lawsuit  seeking  to  prevent  the  disclosure  of 
business  information,  the  FOIA  Officer  shall  notify  the  request- 
er(s). 

§    102.10  Appeals  from  initial  determinations  or  untimely 
delays. 

(a)  If  a  request  for  records  is  initially  denied  in  whole  or  in 
part,  or  has  not  been  timely  determined,  or  if  a  requester 
receives  an  adverse  initial  determination  regarding  any  other 
matter  under  this  subpart  (as  described  in  §  102.7(b)),  the 
requester  may  file  a  written  appeal,  which  must  be  received  by 
the  Office  of  General  Counsel  within  thirty  calendar  days  of 
the  date  of  the  written  denial  or,  if  there  has  been  no 
determination,  may  be  submitted  anytime  after  the  due  date, 
including  the  last  extension  under  §  102.6(c),  of  the  determi- 
nation. 

(b)  Appeals  shall  be  decided  by  a  Deputy  General  Counsel. 
Appeals  should  be  addressed  to  the  General  Counsel,  United 
States  Patent  and  Trademark  Office,  WASHINGTON  DC 
20231.  Both  the  letter  and  the  appeal  envelope  should  be 
clearly  marked  "Freedom  of  Information  Appeal".  The  appeal 
must  include  a  copy  of  the  original  request  and  the  initial 
denial,  if  any,  and  may  include  a  statement  of  the  reasons  why 
the  records  requested  should  be  made  available  and  why  the 
initial  denial,  if  any,  was  in  error.  No  opportunity  for  personal 
appearance,  oral  argument  or  hearing  on  appeal  is  provided. 

(c)  If  an  appeal  is  granted,  the  person  making  the  appeal 
shall  be  immediately  notified  and  copies  of  the  releasable 
documents  shall  be  made  available  promptly  thereafter  upon 
receipt  of  appropriate  fees  determined  in  accordance  with  § 
102.11. 

(d)  If  no  determination  of  an  appeal  has  been  sent  to  the 
requester  within  the  twenty-working-day  period  specified  in  § 
102.6(b)  or  the  last  extension  thereof,  the  requester  is  deemed 
to  have  exhausted  his  administrative  remedies  with  respect  to 
the  request,  giving  rise  to  a  right  of  judicial  review  under  5 
U.S.C.  552(a)(6)(C).  If  the  person  making  a  request  initiates  a 
civil  action  against  USPTO  based  on  the  provision  in  this 
paragraph,  the  administrative  appeal  process  may  continue. 

(e)  A  determination  on  appeal  shall  be  in  writing  and,  when 
it  denies  records  in  whole  or  in  part,  the  letter  to  the  requester 
shall  include: 

(1)  A  brief  explanation  of  the  basis  for  the  denial,  including 
a  fist  of  applicable  FOIA  exemptions  and  a  description  of  how 
the  exemptions  apply; 

(2)  A  statement  that  the  decision  is  final; 

(3)  Notification  that  judicial  review  of  the  denial  is  available 
in  the  United  States  district  court  for  the  district  in  which  the 
requester  resides  or  has  its  principal  place  of  business,  the 
United  States  District  Court  for  the  Eastern  District  of  Virginia, 
or  the  District  of  Columbia;  and 

(4)  The  name  and  title  or  position  of  the  official  responsible 
for  denying  the  appeal. 

§  102.11  Fees. 

(a)  In  general.  USPTO  shall  charge  for  processing  requests 
under  FOIA  in  accordance  with  paragraph  (c)  of  this  section, 
except  when  fees  are  limited  under  paragraph  (d)  of  this 
section  or  when  a  waiver  or  reduction  of  fees  is  granted  under 
paragraph  (k)  of  this  section.  USPTO  shall  collect  all  appli- 
cable fees  before  sending  copies  of  requested  records  to  a 
requester.  Requesters  must  pay  fees  by  check  or  money  order 
made  payable  to  the  Treasury  of  the  United  States. 

(b)  Definitions.  For  purposes  of  this  section: 

(1)  Commercial  use  request  means  a  request  from  or  on 
behalf  of  a  person  who  seeks  information  for  a  use  or  purpose 
that  furthers  his  or  her  commercial,  trade,  or  profit  interests, 
which  can  include  furthering  those  interests  through  litigation. 
The  FOIA  Officer  shall  determine,  whenever  reasonably  pos- 
sible, the  use  to  which  a  requester  will  put  the  requested 
records.  When  it  appears  that  the  requester  will  put  the  records 
to  a  commercial  use,  either  because  of  the  nature  of  the  request 
itself  or  because  the  FOIA  Officer  has  reasonable  cause  to 


doubt  a  requester's  stated  use,  the  FOIA  Officer  shall  provide 
the  requester  a  reasonable  opportunity  to  submit  further 
clarification. 

(2)  Direct  costs  means  those  expenses  USPTO  incurs  in 
searching  for  and  duplicating  (and,  in  the  case  of  commercial 
use  requests,  reviewing)  records  to  respond  to  a  FOIA  request. 
Direct  costs  include,  for  example,  the  labor  costs  of  the 
employee  performing  the  work  (the  basic  rate  of  pay  for  the 
employee,  plus  16  percent  of  that  rate  to  cover  benefits).  Not 
included  in  direct  costs  are  overhead  expenses  such  as  the  costs 
of  space  and  heating  or  lighting  of  the  facility  in  which  the 
records  are  kept. 

(3)  Duplication  means  the  making  of  a  copy  of  a  record,  or 
of  the  information  contained  in  it,  necessary  to  respond  to  a 
FOIA  request.  Copies  may  take  the  form  of  paper,  microform, 
audiovisual  materials,  or  electronic  records  (for  example, 
magnetic  tape  or  disk),  among  others.  The  FOIA  Officer  shall 
honor  a  requester's  specified  preference  of  form  or  format  of 
disclosure  if  the  record  is  readily  reproducible  with  reasonable 
efforts  in  the  requested  form  or  format. 

(4)  Educational  institution  means  a  preschool,  a  public  or 
private  elementary  or  secondary  school,  an  institution  of 
undergraduate  higher  education,  an  institution  of  graduate 
higher  education,  an  institution  of  professional  education,  or  an 
institution  of  vocational  education,  that  operates  a  program  of 
scholarly  research.  To  be  in  this  category,  a  requester  must 
show  that  the  request  is  authorized  by  and  is  made  under  the 
auspices  of  a  qualifying  institution,  and  that  the  records  are 
sought  to  further  scholarly  research  rather  than  for  a  commer- 
cial use. 

(5)  Noncommercial  scientific  institution  means  an  institu- 
tion that  is  not  operated  on  a  "commercial"  basis,  as  that  term 
is  defined  in  paragraph  (b)(1)  of  this  section,  and  that  is 
operated  solely  for  the  purpose  of  conducting  scientific  re- 
search, the  results  of  which  are  not  intended  to  promote  any 
particular  product  or  industry.  To  be  in  this  category,  a 
requester  must  show  that  the  request  is  authorized  by  and  is 
made  under  the  auspices  of  a  qualifying  institution  and  that  the 
records  are  sought  to  further  scientific  research  rather  than  for 
a  commercial  use. 

(6)  Representative  of  the  news  media,  or  news  media 
requester  means  any  person  actively  gathering  news  for  an 
entity  that  is  organized  and  operated  to  publish  or  broadcast 
news  to  the  public.  The  term  "news"  means  information  that  is 
about  current  events  or  that  would  be  of  current  interest  to  the 
public.  Examples  of  news  media  entities  include  television  or 
radio  stations  broadcasting  to  the  public  at  large  and  publishers 
of  periodicals  (but  only  if  they  can  qualify  as  disseminators  of 
"news")  that  make  their  products  available  for  purchase  or 
subscription  by  the  general  public.  For  "freelance"  journalists 
to  be  regarded  as  working  for  a  news  organization,  they  must 
demonstrate  a  sohd  basis  for  expecting  publication  through 
that  organization.  A  publication  contract  would  be  the  clearest 
proof,  but  the  FOIA  Officer  shall  also  look  to  the  past 
publication  record  of  a  requester  in  making  this  determination. 
To  be  in  this  category,  a  requester  must  not  be  seeking  the 
requested  records  for  a  commercial  use.  However,  a  request  for 
records  supporting  the  news-dissemination  function  of  the 
requester  shall  not  be  considered  to  be  for  a  commercial  use. 

(7)  Review  means  the  examination  of  a  record  located  in 
response  to  a  request  in  order  to  determine  whether  any  portion 
of  it  is  exempt  from  disclosure.  It  also  includes  processing  any 
record  for  disclosure— for  example,  doing  all  that  is  necessary 
to  redact  it  and  prepare  it  for  disclosure.  Review  costs  are 
recoverable  even  if  a  record  ultimately  is  not  disclosed. 
Review  time  does  not  include  time  spent  resolving  general 
legal  or  pohcy  issues  regarding  the  application  of  exemptions. 

(8)  Search  means  the  process  of  looking  for  and  retrieving 
records  or  information  responsive  to  a  request.  It  includes 
page-by-page  or  line-by-line  identification  of  information 
within  records  and  also  includes  reasonable  efforts  to  locate 
and  retrieve  information  from  records  maintained  in  electronic 
form  or  format.  The  FOIA  Officer  shall  ensure  that  searches  are 
done  in  the  most  efficient  and  least  expensive  manner  reason- 
ably possible. 

(c)  Fees.  In  responding  to  FOIA  requests,  the  FOIA  Officer 
shall  charge  the  fees  summarized  in  chart  form  in  paragraphs 
(c)(1)  and  (c)(2)  of  this  section  and  explained  in  paragraphs 
(c)(3)  through  (c)(5)  of  this  section,  unless  a  waiver  or 
reduction  of  fees  has  been  granted  under  paragraph  (k)  of  this 
section. 
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(1)  The  four  categories  and  chargeable  fees  are: 


Category 

(i)  Commercial  Use 
Requesters 

(ii)  Educational  and 
Non-commercial 

Scientific  Institution 
Requesters 

(iii)  Representatives 
of  the  News  Media 

(iv)  All  Other  Requesters 


Chargeable  fees 

Search,  Review,  and 
Duplication. 

Duplication  (excluding 
the  cost  of  the  first 
pages). 


100 


Duplication 

(excluding   the   cost   of  the 

first  100  pages). 

Search  and  Duplication 
(excluding  the  cost  of  the 
first  2  hours  of  search  and 
100  pages). 


(2)  Uniform  fee  schedule. 


Service 

(i)  Manual  search 

(ii)  Computerized  search. 

(iii)  Duplication  of  records: 

(A)  Paper  copy 
reproduction 

(B)  Other  reproduction 
(e.g.,  computer  disk  or 
printout,  micro-film, 
microfiche,  or  microform). 

(iv)  Review  of  records 
(includes  preparation  for 
release,  i.e.  excising). 


Rate 

Actual  salary  rate  of  em- 
ployee involved,  plus  16  per- 
cent of  salary  rate. 

Actual  direct  cost, 
including  operator  time. 


$.15  per  page 

Actual  direct  cost, 
including  operator  time. 


Actual  salary  rate 
of  employee  conducting 
review,  plus  16  percent 
of  salary  rate. 


(3)  Search,  (i)  Search  fees  shall  be  charged  for  all  requests- 
other  than  requests  made  by  educational  institutions,  noncom- 
mercial scientific  institutions,  or  representatives  of  the  news 
media— subject  to  the  limitations  of  paragraph  (d)  of  this 
section.  The  FOIA  Officer  will  charge  for  time  spent  searching 
even  if  no  responsive  records  are  located  or  if  located  records 
are  entirely  exempt  from  disclosure.  Search  fees  shall  be  the 
direct  costs  of  conducting  the  search  by  the  involved  employ- 
ees. 

(ii)  For  computer  searches  of  records,  requesters  will  be 
charged  the  direct  costs  of  conducting  the  search,  although 
certain  requesters  (as  provided  in  paragraph  (d)(1)  of  this 
section)  will  be  charged  no  search  fee  and  certain  other 
requesters  (as  provided  in  paragraph  (d)(3)  of  this  section)  are 
entitled  to  the  cost  equivalent  of  two  hours  of  manual  search 
time  without  charge.  These  direct  costs  include  the  costs, 
attributable  to  the  search,  of  operating  a  central  processing  unit 
and  operator/programmer  salary. 

(4)  Duplication.  Duplication  fees  will  be  charged  to  all 
requesters,  subject  to  the  limitations  of  paragraph  (d)  of  this 
section.  For  a  paper  photocopy  of  a  record  (no  more  than  one 
copy  of  which  need  be  supplied),  the  fee  shall  be  $.  15  cents  per 
page.  For  copies  produced  by  computer,  such  as  tapes  or 
printouts,  the  FOIA  Ofl&cer  shall  charge  the  direct  costs, 
including  operator  time,  of  producing  the  copy.  For  other 
forms  of  duplication,  the  FOLA  Of&cer  will  charge  the  direct 
costs  of  that  duplication. 

(5)  Review.  Review  fees  shall  be  charged  to  requesters  who 
make  a  commercial  use  request.  Review  fees  shall  be  charged 
only  for  the  initial  record  review— the  review  done  when  the 
FOIA  Officer  determines  whether  an  exemption  applies  to  a 
particular  record  at  the  initial  request  level.  No  charge  will  be 
made  for  review  at  the  administrative  appeal  level  for  an 
exemption  already  applied.  However,  records  withheld  under 
an  exemption  that  is  subsequently  determined  not  to  apply  may 
be  reviewed  again  to  determine  whether  any  other  exemption 


not  previously  considered  applies,  and  the  costs  of  that  review 
are  chargeable.  Review  fees  shall  be  the  direct  costs  of 
conducting  the  review  by  the  involved  employees. 

(d)  Limitations  on  charging  fees. 

(1)  No  search  fee  will  be  charged  for  requests  by  educational 
institutions,  noncommercial  scientific  institutions,  or  represen- 
tatives of  the  news  media. 

(2)  No  search  fee  or  review  fee  will  be  charged  for  a 
quarter-hour  period  unless  more  than  half  of  that  period  is 
required  for  search  or  review. 

(3)  Except  for  requesters  seeking  records  for  a  commercial 
use,  the  FOIA  Officer  will  provide  without  charge: 

(i)  The  first  100  pages  of  duplication  (or  the  cost  equivalent); 
and 

(ii)  The  first  two  hours  of  search  (or  the  cost  equivalent). 

(4)  Whenever  a  total  fee  calculated  under  paragraph  (c)  of 
this  section  is  $20.00  or  less  for  any  request,  no  fee  will  be 
charged. 

(5)  The  provisions  of  paragraphs  (d)  (3)  and  (4)  of  this 
section  work  together.  This  means  that  for  requesters  other 
than  those  seeking  records  for  a  commercial  use,  no  fee  will  be 
charged  unless  the  cost  of  the  search  in  excess  of  two  hours 
plus  the  cost  of  duplication  in  excess  of  100  pages  totals  more 
than  $20.00. 

(e)  Notice  of  anticipated  fees  over  $20.00.  When  the  FOIA 
Ofl&cer  determines  or  estimates  that  the  fees  to  be  charged 
under  this  section  will  be  more  than  $20.00,  the  FOIA  Officer 
shall  notify  the  requester  of  the  actual  or  estimated  fees,  unless 
the  requester  has  indicated  a  willingness  to  pay  fees  as  high  as 
those  anticipated.  If  only  a  portion  of  the  fee  can  be  estimated 
readily,  the  FOIA  Officer  shall  advise  the  requester  that  the 
estimated  fee  may  be  only  a  portion  of  the  total  fee.  If  the 
FOIA  Officer  has  notified  a  requester  that  actual  or  estimated 
fees  are  more  than  $20.00,  the  FOIA  Ofl&cer  shall  not  consider 
the  request  received  or  process  it  further  until  the  requester 
agrees  to  pay  the  anticipated  total  fee.  Any  such  agreement 
should  be  in  writing.  A  notice  under  this  paragraph  shall  offer 
the  requester  an  opportunity  to  discuss  the  matter  with  USPTO 
personnel  in  order  to  reformulate  the  request  to  meet  the 
requester's  needs  at  a  lower  cost. 

(f)  Charges  for  other  services.  Apart  from  the  other  provi- 
sions of  this  section,  the  FOIA  Officer  shall  ordinarily  charge 
the  direct  cost  of  special  services.  Such  special  services  could 
include  certifying  that  records  are  true  copies  or  sending 
records  by  other  than  ordinary  mail. 

(g)  Charging  interest.  The  FOIA  Officer  shall  charge  interest 
on  any  unpaid  bill  starting  on  the  3 1  st  calendar  day  following 
the  date  of  billing  the  requester.  Interest  charges  shall  be 
assessed  at  the  rate  provided  in  31  U.S.C.  3717  and  accrue 
from  the  date  of  the  billing  until  payment  is  received  by  the 
FOIA  Officer.  The  FOIA  Officer  shall  follow  the  provisions  of 
the  Debt  Collection  Improvement  Act  of  1996  (Pub.  L. 
104-134),  as  amended,  and  its  administrative  procedures, 
including  the  use  of  consumer  reporting  agencies,  collection 
agencies,  and  offset. 

(h)  Aggregating  requests.  If  a  FOIA  Officer  reasonably 
believes  that  a  requester  or  a  group  of  requesters  acting 
together  is  attempting  to  divide  a  request  into  a  series  of 
requests  for  the  purpose  of  avoiding  fees,  the  FOIA  Officer 
may  aggregate  those  requests  and  charge  accordingly.  The 
FOIA  Officer  may  presume  that  multiple  requests  of  this  type 
made  within  a  30-calendar-day  period  have  been  made  in  order 
to  avoid  fees.  If  requests  are  separated  by  a  longer  period,  the 
FOIA  Officer  shall  aggregate  them  only  if  a  sohd  basis  exists 
for  determining  that  aggregation  is  warranted  under  all  the 
circumstances  involved.  Multiple  requests  involving  unrelated 
matters  shall  not  be  aggregated. 

(i)  Advance  payments.  (1)  For  requests  other  than  those 
described  in  paragraphs  (i)(2)  and  (3)  of  this  section,  the  FOIA 
Officer  shall  not  require  the  requester  to  make  an  advance 
payment:  a  payment  made  before  work  is  begun  or  continued 
on  a  request.  Payment  owed  for  work  already  completed  (i.e., 
a  payment  before  copies  are  sent  to  a  requester)  is  not  an 
advance  payment. 

(2)  If  the  FOIA  Officer  determines  or  estimates  that  a  total 
fee  to  be  charged  under  this  section  will  be  more  than  $250.00, 
the  requester  must  pay  the  entire  anticipated  fee  before 
beginning  to  process  the  request,  unless  the  FOIA  Officer 
receives  a  satisfactory  assurance  of  full  payment  from  a 
requester  who  has  a  history  of  prompt  payment. 

(3)  If  a  requester  has  previously  failed  to  pay  a  properly 
charged  FOIA  fee  to  USPTO  or  another  responsible  Federal 
agency  within  30  calendar  days  of  the  date  of  billing,  the  FOIA 
Officer  shaU  require  the  requester  to  pay  the  full  amount  due, 
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plus  any  applicable  interest,  and  to  make  an  advance  payment 
of  the  full  amount  of  any  anticipated  fee.  before  the  FOIA 
OflBcer  begins  to  process  a  new  request  or  continues  to  process 
a  pending  request  from  that  requester. 

(4)  In  cases  in  which  the  FOIA  Officer  requires  payment 
under  paragraphs  (i)(2)  or  (3)  of  this  section,  the  request  shall 
not  be  considered  received  and  further  work  will  not  be  done 
on  it  until  the  required  payment  is  received. 

(5)  Upon  the  completion  of  processing  of  a  request,  when  a 
specific  fee  is  determined  to  be  payable  and  appropriate  notice 
has  been  given  to  the  requester,  the  FOIA  Officer  shall  make 
records  available  to  the  requester  only  upon  receipt  of  full 
payment  of  the  fee. 

(j)  Other  statutes  specifically  providing  for  fees.  The  fee 
schedule  of  this  section  does  not  apply  to  fees  charged  under 
any  statute  (except  for  FOIA)  that  specifically  requires  USPTO 
or  another  responsible  Federal  agency  to  set  and  collect  fees 
for  particular  types  of  records.  If  records  responsive  to  requests 
are  maintained  for  distribution  by  agencies  operating  such 
statutorily  based  fee  schedule  programs,  the  FOIA  Officer  shall 
inform  requesters  of  how  to  obtain  records  from  those  sources. 

(k)  Requirements  for  waiver  or  reduction  of  fees.  (1) 
Records  responsive  to  a  request  will  be  furnished  without 
charge  or  at  a  charge  reduced  below  that  established  under 
paragraph  (c)  of  this  section  if  the  FOIA  Officer  determines, 
based  on  all  available  information,  that  the  requester  has 
demonstrated  that: 

(i)  Disclosure  of  the  requested  information  is  in  the  pubhc 
interest  because  it  is  likely  to  contribute  significantly  to  public 
understanding  of  the  operations  or  activities  of  the  Govern- 
ment; and 

(ii)  Disclosure  of  the  information  is  not  primarily  in  the 
commercial  interest  of  the  requester. 

(2)  To  determine  whether  the  first  fee  waiver  requirement  is 
met,  the  FOIA  Officer  shall  consider  the  following  factors: 

(i)  The  subject  of  the  request:  whether  the  subject  of  the 
requested  records  concerns  the  operations  or  activities  of  the 
Government.  The  subject  of  the  requested  records  must  con- 
cern identifiable  operations  or  activities  of  the  Federal  Gov- 
ernment, with  a  connection  that  is  direct  and  clear,  not  remote 
or  attenuated. 

(ii)  The  informative  value  of  the  information  to  be  disclosed: 
whether  the  disclosure  is  "likely  to  contribute"  to  an  under- 
standing of  Government  operations  or  activities.  The  disclos- 
able  portions  of  the  requested  records  must  be  meaningfully 
informative  about  Government  operations  or  activities  in  order 
to  be  "likely  to  contribute"  to  an  increased  public  understand- 
ing of  those  operations  or  activities.  The  disclosure  of  infor- 
mation that  already  is  in  the  public  domain,  in  either  a 
duplicative  or  a  substantially  identical  form,  would  not  be 
likely  to  contribute  to  such  understanding. 

(iii)  The  contribution  to  an  understanding  of  the  subject  by 
the  public  likely  to  result  from  disclosure:  whether  disclosure 
of  the  requested  information  will  contribute  to  the  understand- 
ing of  a  reasonably  broad  audience  of  persons  interested  in  the 
subject,  as  opposed  to  the  individual  understanding  of  the 
requester.  A  requester's  expertise  in  the  subject  area  and  ability 
and  intention  to  effectively  convey  information  to  the  public 
shall  be  considered.  It  shall  be  presumed  that  a  representative 
of  the  news  media  satisfies  this  consideration.  It  shall  be 
presumed  that  a  requester  who  merely  provides  information  to 
media  sources  does  not  satisfy  this  consideration. 

(iv)  The  significance  of  the  contribution  to  public  under- 
standing: whether  the  disclosure  is  likely  to  contribute  "sig- 
nificantly" to  public  understanding  of  Government  operations 
or  activities.  The  pubUc's  understanding  of  the  subject  in 
question  prior  to  the  disclosure  must  be  significantly  enhanced 
by  the  disclosure. 

(3)  To  determine  whether  the  second  fee  waiver  requirement 
is  met,  the  FOIA  Officer  shall  consider  the  following  factors: 

(i)  The  existence  and  magnitude  of  a  commercial  interest: 
whether  the  requester  has  a  commercial  interest  that  would  be 
furthered  by  the  requested  disclosure.  The  FOIA  Officer  shall 
consider  any  commercial  interest  of  the  requester  (with  refer- 
ence to  the  definition  of  "commercial  use  request"  in  paragraph 
(b)(1)  of  this  section),  or  of  any  person  on  whose  behalf  the 
requester  may  be  acting,  that  would  be  furthered  by  the 
requested  disclosure.  Requesters  shall  be  given  an  opportunity 
to  provide  explanatory  information  regarding  this  consider- 
ation. 

(ii)  The  primary  interest  in  disclosure:  whether  any  identi- 
fied commercial  interest  of  the  requester  is  sufficiently  large,  in 
comparison  with  the  pubhc  interest  in  disclosure,  that  disclo- 
sure is  "primarily  in  the  commercial  interest  of  the  requester." 


A  fee  waiver  or  reduction  is  justified  if  the  public  interest 
standard  (paragraph  (k)(l)(i)  of  this  section)  is  satisfied  and  the 
pubhc  interest  is  greater  than  any  identified  commercial 
interest  in  disclosure.  The  FOIA  Officer  ordinarily  shall  pre- 
sume that  if  a  news  media  requester  has  satisfied  the  public 
interest  standard,  the  public  interest  is  the  primary  interest 
served  by  disclosure  to  that  requester.  Disclosure  to  data 
brokers  or  others  who  merely  compile  and  market  Government 
information  for  direct  economic  return  shall  not  be  presumed 
to  primarily  serve  the  public  interest. 

(4)  If  only  some  of  the  records  to  be  released  satisfy  the 
requirements  for  a  fee  waiver,  a  waiver  shall  be  granted  for 
those  records. 

(5)  Requests  for  the  waiver  or  reduction  of  fees  should 
address  the  factors  listed  in  paragraphs  (k)(2)  and  (3)  of  this 
section,  insofar  as  they  apply  to  each  request. 

SUBPART  B  -  PRIVACY  ACT 

§  102.21  Purpose  and  scope. 

(a)  The  purpose  of  this  subpart  is  to  establish  poUcies  and 
procedures  for  implementing  the  Privacy  Act  of  1974,  as 
amended  (5  U.S.C.  552a)  (the  Act).  The  main  objectives  are  to 
faciUtate  full  exercise  of  rights  conferred  on  individuals  under 
the  Act  and  to  ensure  the  protection  of  privacy  as  to  individuals 
on  whom  USPTO  maintains  records  in  systems  of  records 
under  the  Act.  USPTO  accepts  the  responsibihty  to  act 
promptly  and  in  accordance  with  the  Act  upon  receipt  of  any 
inquiry,  request  or  appeal  from  a  citizen  of  the  United  States  or 
an  alien  lawfully  admitted  for  permanent  residence  into  the 
United  States,  regardless  of  the  age  of  the  individual.  Further, 
USPTO  accepts  the  obligations  to  maintain  only  such  infor- 
mation on  individuals  as  is  relevant  and  necessary  to  the 
performance  of  its  lawful  functions,  to  maintain  that  informa- 
tion with  such  accuracy,  relevancy,  timeliness,  and  complete- 
ness as  is  reasonably  necessary  to  assure  fairness  in  determi- 
nations made  by  USPTO  about  the  individual,  to  obtain 
information  from  the  individual  to  the  extent  practicable,  and 
to  take  every  reasonable  step  to  protect  that  information  from 
unwarranted  disclosure.  USPTO  will  maintain  no  record  de- 
scribing how  an  individual  exercises  rights  guaranteed  by  the 
First  Amendment  unless  expressly  authorized  by  statute  or  by 
the  individual  about  whom  the  record  is  maintained  or  unless 
pertinent  to  and  within  the  scope  of  an  authorized  law 
enforcement  activity.  An  individual's  name  and  address  will 
not  be  sold  or  rented  by  USPTO  unless  such  action  is 
specifically  authorized  by  law;  however,  this  provision  shall 
not  be  construed  to  require  the  withholding  of  names  and 
addresses  otherwise  permitted  to  be  made  pubhc. 

(b)  This  subpart  is  administered  by  the  Privacy  Officer  of 
USPTO. 

(c)  Matters  outside  the  scope  of  this  subpart  include  the 
following: 

(1)  Requests  for  records  which  do  not  pertain  to  the 
individual  making  the  request,  or  to  the  individual  about  whom 
the  request  is  made  if  the  requester  is  the  parent  or  guardian  of 
the  individual; 

(2)  Requests  involving  information  pertaining  to  an  indi- 
vidual which  is  in  a  record  or  file  but  not  within  the  scope  of 
a  system  of  records  notice  pubhshed  in  the  Federal  Register; 

(3)  Requests  to  correct  a  record  where  a  grievance  procedure 
is  available  to  the  individual  either  by  regulation  or  by 
provision  in  a  collective  bargaining  agreement  with  USPTO, 
and  the  individual  has  initiated,  or  has  expressed  in  writing  the 
intention  of  initiating,  such  grievance  procedure.  An  individual 
selecting  the  grievance  procedure  waives  the  use  of  the 
procedures  in  this  subpart  to  correct  or  amend  a  record;  and, 

(4)  Requests  for  employee-employer  services  and  counsel- 
ing which  were  routinely  granted  prior  to  enactment  of  the  Act, 
including,  but  not  limited  to,  test  calculations  of  retirement 
benefits,  explanations  of  health  and  life  insurance  programs, 
and  explanations  of  tax  withholding  options. 

(d)  Any  request  for  records  which  pertains  to  the  individual 
making  the  request,  or  to  the  individual  about  whom  the 
request  is  made  if  the  requester  is  the  parent  or  guardian  of  the 
individual,  shall  be  processed  under  the  Act  and  this  subpart 
and  under  the  Freedom  of  Information  Act  and  USPTO's 
implementing  regulations  at  Subpart  A  of  this  part,  regardless 
whether  the  Act  or  the  Freedom  of  Information  Act  is  men- 
tioned in  the  request. 
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§  102.22  Definitions. 

(a)  All  terms  used  in  this  subpart  which  are  defined  in  5 
U.S.C.  552a  shall  have  the  same  meaning  herein. 

(b)  As  used  in  this  subpart; 

(1)  Act  means  the  "Privacy  Act  of  1974,  as  amended  (5 
U.S.C.  552a)". 

(2)  Appeal  means  a  request  by  an  individual  to  review  and 
reverse  an  initial  denial  of  a  request  by  that  individual  for 
correction  or  amendment. 

(3)  USPTO  means  the  United  States  Patent  and  Trademark 
Ofi&ce. 

(4)  Inquiry  means  either  a  request  for  general  information 
regarding  the  Act  and  this  subpart  or  a  request  by  an  individual 
(or  that  individual's  parent  or  guardian)  that  USPTO  determine 
whether  it  has  any  record  in  a  system  of  records  which  pertains 
to  that  individual. 

(5)  Person  means  any  human  being  and  also  shall  include 
but  not  be  limited  to,  corporations,  associations,  partnerships, 
trustees,  receivers,  personal  representatives,  and  pubhc  or 
private  organizations. 

(6)  Privacy  Officer  means  a  USPTO  employee  designated  to 
administer  this  subpart. 

(7)  Request  for  access  means  a  request  by  an  individual  or 
an  individual's  parent  or  guardian  to  see  a  record  which  is  in  a 
particular  system  of  records  and  which  pertains  to  that  indi- 
vidual. 

(8)  Request  for  correction  or  amendment  means  the  request 
by  an  individual  or  an  individual's  parent  or  guardian  that 
USPTO  change  (either  by  correction,  amendment,  addition  or 
deletion)  a  particular  record  in  a  system  of  records  which 
pertains  to  that  individual. 

§  102.23  Procedures  for  making  inquiries. 

(a)  Any  individual,  regardless  of  age,  who  is  a  citizen  of  the 
United  States  or  an  alien  lawfully  admitted  for  permanent 
residence  into  the  United  States  may  submit  an  inquiry  to 
USPTO.  The  inquiry  should  be  made  either  in  person  at 
Crystal  Park  Two,  2121  Crystal  Park  Drive,  Suite  714,  Arling- 
ton, Virginia,  or  by  mail  addressed  to  the  Privacy  Officer, 
United  States  Patent  and  Trademark  Office,  WASHINGTON 
DC  20231  or  to  the  official  identified  in  the  notification 
procedures  paragraph  of  the  systems  of  records  notice  pub- 
lished in  the  Federal  Register.  If  an  individual  believes  USPTO 
maintains  a  record  pertaining  to  that  individual  but  does  not 
know  which  system  of  records  might  contain  such  a  record,  the 
USPTO  Privacy  Officer  will  provide  assistance  in  person  or  by 
mail. 

(b)  Inquiries  submitted  by  mail  should  include  the  words 
"PRIVACY  ACT  INQUIRY"  in  capital  letters  at  the  top  of  the 
letter  and  on  the  face  of  the  envelope.  If  the  inquiry  is  for 
general  information  regarding  the  Act  and  this  subpart,  no 
particular  information  is  required.  USPTO  reserves  the  right  to 
require  compliance  with  the  identification  procedures  appear- 
ing at  §  102.24(d)  where  circumstances  warrant.  If  the  inquiry 
is  a  request  that  USPTO  determine  whether  it  has,  in  a  given 
system  of  records,  a  record  which  pertains  to  the  individual, 
the  following  information  should  be  submitted: 

(1)  Name  of  individual  whose  record  is  sought; 

(2)  Individual  whose  record  is  sought  is  either  a  U.S.  citizen 
or  an  alien  lawfully  admitted  for  permanent  residence; 

(3)  Identifying  data  that  will  help  locate  the  record  (for 
example,  maiden  name,  occupational  license  number,  period  or 
place  of  employment,  etc.); 

(4)  Record  sought,  by  description  and  by  record  system 
name,  if  known; 

(5)  Action  requested  (that  is,  sending  information  on  how  to 
exercise  rights  under  the  Act;  determining  whether  requested 
record  exists;  gaining  access  to  requested  record;  or  obtaining 
copy  of  requested  record); 

(6)  Copy  of  court  guardianship  order  or  minor's  birth 
certificate,  as  provided  in  §  102.24(f)(3),  but  only  if  requester 
is  guardian  or  parent  of  individual  whose  record  is  sought; 

(7)  Requester's  name  (printed),  signature,  address,  and 
telephone  number  (optional); 

(8)  Date;  and, 

(9)  Certification  of  request  by  notary  or  other  official,  but 
only  if 

(i)  request  is  for  notification  that  requested  record  exists,  for 
access  to  requested  record  or  for  copy  of  requested  record; 

(ii)  record  is  not  available  to  any  person  under  5  U.S.C.  552; 
and 


(iii)  requester  does  not  appear  before  an  employee  of 
USPTO  for  verification  of  identity. 

(c)  Any  inquiry  which  is  not  addressed  as  specified  in 
paragraph  (a)  of  this  section  or  which  is  not  marked  as 
specified  in  paragraph  (b)  of  this  section  will  be  so  addressed 
and  marked  by  USPTO  personnel  and  forwarded  immediately 
to  the  Privacy  Officer.  An  inquiry  which  is  not  properly 
addressed  by  the  individual  will  not  be  deemed  to  have  been 
"received"  for  purposes  of  measuring  the  time  period  for 
response  until  actual  receipt  by  the  Privacy  Officer.  In  each 
instance  when  an  inquiry  so  forwarded  is  received,  the  Privacy 
Officer  shall  notify  the  individual  that  his  or  her  inquiry  was 
improperly  addressed  and  the  date  the  inquiry  was  received  at 
the  proper  address. 

(d)(1)  Each  inquiry  received  shall  be  acted  upon  promptly 
by  the  Privacy  Officer.Every  effort  will  be  made  to  respond 
within  ten  working  days  (i.e.,  excluding  Saturdays,  Sundays 
and  legal  public  holidays)  of  the  date  of  receipt.  If  a  response 
cannot  be  made  within  ten  working  days,  the  Privacy  Officer 
shall  send  an  acknowledgment  during  that  period  providing 
information  on  the  status  of  the  inquiry  and  asking  for  such 
further  information  as  may  be  necessary  to  process  the  inquiry. 
The  first  correspondence  sent  by  the  Privacy  Officer  to  the 
requester  shall  contain  USPTO's  control  number  assigned  to 
the  request,  as  well  as  a  note  that  the  requester  should  use  that 
number  in  all  future  contacts  in  order  to  facilitate  processing. 
USPTO  shall  use  that  control  number  in  all  subsequent 
correspondence. 

(2)  If  the  Privacy  Officer  fails  to  send  an  acknowledgment 
within  ten  working  days,  as  provided  above,  the  requester  may 
ask  the  General  Counsel  to  take  corrective  action.  No  failure  of 
the  Privacy  Officer  to  send  an  acknowledgment  shall  confer 
administrative  finality  for  purposes  of  judicial  review. 

(e)  An  individual  shall  not  be  required  to  state  a  reason  or 
otherwise  justify  his  or  her  inquiry. 

(f)  Special  note  should  be  taken  of  the  fact  that  certain 
agencies  are  responsible  for  publishing  notices  of  systems  of 
records  having  Government-wide  application  to  other  agen- 
cies, including  USPTO.  The  agencies  known  to  be  publishing 
these  general  notices  and  the  types  of  records  covered  therein 
appear  in  an  Appendix  to  this  part.  The  provisions  of  this 
section,  and  particularly  paragraph  (a)  of  this  section,  should 
be  followed  in  making  inquiries  with  respect  to  such  records. 
Such  records  in  USPTO  are  subject  to  the  provisions  of  this 
part  to  the  extent  indicated  in  the  Appendix  to  this  part.The 
exemptions,  if  any,  determined  by  an  agency  publishing  a 
general  notice  shall  be  invoked  and  applied  by  USPTO  after 
consultation,  as  necessary,  with  that  other  agency. 

§  102.24  Procedures  for  making  requests  for  records. 

(a)  Any  individual,  regardless  of  age,  who  is  a  citizen  of  the 
United  States  or  an  alien  lawfully  admitted  for  permanent 
residence  into  the  United  States  may  submit  a  request  for 
access  to  records  to  USPTO.  The  request  should  be  made  either 
in  person  at  Crystal  Park  Two,  2121  Crystal  Drive,  Suite  714, 
Arlington,  Virginia,  or  by  mail  addressed  to  the  Privacy 
Officer,  United  States  Patent  and  Trademark  Office,  WASH- 
INGTON DC  20231. 

(b)  Requests  submitted  by  mail  should  include  the  words 
"PRIVACY  ACT  REQUEST"  in  capital  letters  at  the  top  of  the 
letter  and  on  the  face  of  the  envelope.  Any  request  which  is  not 
addressed  as  specified  in  paragraph  (a)  of  this  section  or  which 
is  not  marked  as  specified  in  this  paragraph  will  be  so 
addressed  and  marked  by  USPTO  personnel  and  forwarded 
immediately  to  the  Privacy  Officer.  A  request  which  is  not 
properly  addressed  by  the  individual  will  not  be  deemed  to 
have  been  "received"  for  purposes  of  measuring  time  periods 
for  response  until  actual  receipt  by  the  Privacy  Officer  In  each 
instance  when  a  request  so  forwarded  is  received,  the  Privacy 
Officer  shall  notify  the  individual  that  his  or  her  request  was 
improperly  addressed  and  the  date  when  the  request  was 
received  at  the  proper  address. 

(c)  If  the  request  follows  an  inquiry  under  §  102.23  in 
connection  with  which  the  individual's  identity  was  estab- 
lished by  USPTO,  the  individual  need  only  indicate  the  record 
to  which  access  is  sought,  provide  the  USPTO  control  number 
assigned  to  the  request,  and  sign  and  date  the  request.  If  the 
request  is  not  preceded  by  an  inquiry  under  §  102.23,  the 
procedures  of  this  section  should  be  followed. 

(d)  The  requirements  for  identification  of  individuals  seek- 
ing access  to  records  are  as  follows: 
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(1)  In  person.  Each  individual  making  a  request  in  person 
shall  be  required  to  present  satisfactory  proof  of  identity.  The 
means  of  proof,  in  the  order  of  preference  and  priority,  are: 

(i)  A  document  bearing  the  individual's  photograph  (for 
example,  driver's  license,  passport  or  military  or  civilian 
identification  card); 

(ii)  A  document,  preferably  issued  for  participation  in  a 
federally  sponsored  program,  bearing  the  individual's  signa- 
ture (for  example,  unemployment  insurance  book,  employer's 
identification  card,  national  credit  card,  and  professional,  craft 
or  union  membership  card);  and 

(iii)  A  document  bearing  neither  the  photograph  nor  the 
signature  of  the  individual,  preferably  issued  for  participation 
in  a  federally  sponsored  program  (for  example,  Medicaid 
card).  In  the  event  the  individual  can  provide  no  suitable 
documentation  of  identity,  USPTO  will  require  a  signed 
statement  asserting  the  individual's  identity  and  stipulating  that 
the  individual  understands  the  penalty  provision  of  5  U.S.C. 
552a(i)(3)  recited  in  §  102.32(a). In  order  to  avoid  any  unwar- 
ranted disclosure  of  an  individual's  records,  USPTO  reserves 
the  right  to  determine  the  adequacy  of  proof  of  identity  offered 
by  any  individual,  particularly  when  the  request  involves  a 
sensitive  record. 

(2)  Not  in  person.  If  the  individual  making  a  request  does 
not  appear  in  person  before  the  Privacy  Officer  or  other 
employee  authorized  to  determine  identity,  a  certification  of  a 
notary  public  or  equivalent  officer  empowered  to  administer 
oaths  must  accompany  the  request  under  the  circumstances 
prescribed  in  §  102.23(b)(9).  The  certification  in  or  attached  to 
the  letter  must  be  substantially  in  accordance  with  the  follow- 
ing text: 

City  of 


County  of 


:ss 


(Name  of  individual),  who  affixed  (his)  (her)  signature 
below  in  my  presence,  came  before  me,  a  (title),  in  and  for  the 

aforesaid  County  and  State,  this day  of ,  20 , 

and  established  (his)  (her)  identity  to  my  satisfaction. 

My  commission  expires . 


(Signature) 

(3)  Parents  of  minors  and  legal  guardians.  An  individual 
acting  as  the  parent  of  a  minor  or  the  legal  guardian  of  the 
individual  to  whom  a  record  pertains  shall  establish  his  or  her 
personal  identity  in  the  same  maimer  prescribed  in  either 
paragraph  (d)(1)  or  (d)(2)  of  this  section.In  addition,  such  other 
individual  shaU  estabUsh  his  or  her  identity  in  the  representa- 
tive capacity  of  parent  or  legal  guardian.  In  the  case  of  the 
parent  of  a  minor,  the  proof  of  identity  shall  be  a  certified  or 
authenticated  copy  of  the  minor's  birth  certificate.  In  the  case 
of  a  legal  guardian  of  an  individual  who  has  been  declared 
incompetent  due  to  physical  or  mental  incapacity  or  age  by  a 
court  of  competent  jurisdiction,  the  proof  of  identity  shall  be  a 
certified  or  authenticated  copy  of  the  court's  order.  For 
purposes  of  the  Act,  a  parent  or  legal  guardian  may  represent 
only  a  hving  individual,  not  a  decedent.  A  parent  or  legal 
guardian  may  be  accompanied  during  personal  access  to  a 
record  by  another  individual,  provided  the  provisions  of  § 
102.25(f)  are  satisfied. 

(e)  When  the  provisions  of  this  subpart  are  alleged  to  impede 
an  individual  in  exercising  his  or  her  right  to  access,  USPTO 
will  consider,  from  an  individual  making  a  request,  alternative 
suggestions  regarding  proof  of  identity  and  access  to  records. 

(0  An  individual  shall  not  be  required  to  state  a  reason  or 
otherwise  justify  his  or  her  request  for  access  to  a  record. 

§  102.25  Disclosure  of  requested  records  to  individuals. 

(a)(1)  The  Privacy  Officer  shall  act  promptly  upon  each 
request.  Every  effort  will  be  made  to  respond  within  ten 
working  days  (i.e.,  excluding  Saturdays,  Sundays,  and  legal 
public  holidays)  of  the  date  of  receipt.  If  a  response  cannot  be 
made  within  ten  working  days  due  to  unusual  circumstances, 
the  Privacy  Officer  shall  send  an  acknowledgment  during  that 
period  providing  information  on  the  status  of  the  request  and 
asking  for  any  further  information  that  may  be  necessary  to 
process  the  request.  "Unusual  circumstances"  shall  include 
circumstances  in  which 


(i)  a  search  for  and  collection  of  requested  records  from 
inactive  storage,  field  facilities  or  other  establishments  is 
required; 

(ii)  a  voluminous  amount  of  data  is  involved; 

(iii)  information  on  other  individuals  must  be  separated  or 
expunged  from  the  particular  record;  or 

(iv)  consultations  with  other  agencies  having  a  substantial 
interest  in  the  determination  of  the  request  are  necessary. 

(2)  If  the  Privacy  Officer  fails  to  send  an  acknowledgment 
within  ten  working  days,  as  provided  in  paragraph  (a)  of  this 
section,  the  requester  may  ask  the  General  Counsel  to  take 
corrective  action.  No  failure  of  the  Privacy  Officer  to  send  an 
acknowledgment  shall  confer  administrative  finality  for  pur- 
poses of  judicial  review. 

(b)  Grant  of  access— (1)  Notification.  An  individual  shall  be 
granted  access  to  a  record  pertaining  to  him  or  her,  except 
where  the  provisions  of  paragraph  (g)(1)  of  this  section  apply. 
The  Privacy  Officer  will  notify  the  individual  of  a  determina- 
tion to  grant  access,  and  provide  the  following  information: 

(i)  The  methods  of  access,  as  set  forth  in  paragraph  (b)(2)  of 
this  section; 

(ii)  The  place  at  which  the  record  may  be  inspected; 

(iii)  The  earliest  date  on  which  the  record  may  be  inspected 
and  the  period  of  time  that  the  records  will  remain  available  for 
inspection.  In  no  event  shall  the  earliest  date  be  later  than  thirty 
calendar  days  from  the  date  of  notification; 

(iv)  The  estimated  date  by  which  a  copy  of  the  record  could 
be  mailed  and  the  estimate  of  fees  pursuant  to  [0015]  § 
102.31.  In  no  event  shall  the  estimated  date  be  later  than  thirty 
calendar  days  from  the  date  of  notification; 

(v)  The  fact  that  the  individual,  if  he  or  she  wishes,  may  be 
accompanied  by  another  individual  during  personal  access, 
subject  to  the  procedures  set  forth  in  paragraph  (f)  of  this 
section;  and, 

(vi)  Any  additional  requirements  needed  to  grant  access  to  a 
specific  record. 

(2)  Methods  of  access.  The  following  methods  of  access  to 
records  by  an  individual  may  be  available  depending  on  the 
circumstances  of  a  given  situation: 

(i)  Inspection  in  person  may  be  had  in  a  location  specified  by 
the  Privacy  Officer  during  business  hours; 

(ii)  Transfer  of  records  to  a  Federal  facility  more  convenient 
to  the  individual  may  be  arranged,  but  only  if  the  Privacy 
Officer  determines  that  a  suitable  facility  is  available,  that  the 
individual's  access  can  be  properly  supervised  at  that  facility, 
and  that  transmittal  of  the  records  to  that  facility  will  not 
unduly  interfere  with  operations  of  USPTO  or  involve  unrea- 
sonable costs,  in  terms  of  both  money  and  manpower;  and 

(iii)  Copies  may  be  mailed  at  the  request  of  the  individual, 
subject  to  payment  of  the  fees  prescribed  in  §  102.31.  USPTO, 
on  its  own  initiative,  may  elect  to  provide  a  copy  by  mail,  in 
which  case  no  fee  will  be  charged  the  individual. 

(c)  Access  to  medical  records  is  governed  by  the  provisions 
of  §  102.26. 

(d)  USPTO  will  supply  such  other  information  and  assis- 
tance at  the  time  of  access  as  to  make  the  record  intelligible  to 
the  individual. 

(e)  USPTO  reserves  the  right  to  limit  access  to  copies  and 
abstracts  of  original  records,  rather  than  the  original  records. 
This  election  would  be  appropriate,  for  example,  when  the 
record  is  in  an  automated  data  media  such  as  tape  or  diskette, 
when  the  record  contains  information  on  other  individuals,  and 
when  deletion  of  information  is  permissible  under  exemptions 
(for  example,  5  U.S.C.  552a(k)(2)).  In  no  event  shall  original 
records  of  USPTO  be  made  available  to  the  individual  except 
under  the  immediate  supervision  of  the  Privacy  Officer  or  the 
Privacy  Officer's  designee. 

(f)  Any  individual  who  requests  access  to  a  record  pertaining 
to  that  individual  may  be  accompanied  by  another  individual 
of  his  or  her  choice.  "Accompanied"  includes  discussion  of  the 
record  in  the  presence  of  the  other  individual.  The  individual  to 
whom  the  record  pertains  shall  authorize  the  presence  of  the 
other  individual  in  writing.  The  authorization  shall  include  the 
name  of  the  other  individual,  a  specific  description  of  the 
record  to  which  access  is  sought,  the  USPTO  control  number 
assigned  to  the  request,  the  date,  and  the  signature  of  the 
individual  to  whom  the  record  pertains.  The  other  individual 
shall  sign  the  authorization  in  the  presence  of  the  Privacy 
Officer.  An  individual  shall  not  be  required  to  state  a  reason  or 
otherwise  justify  his  or  her  decision  to  be  accompanied  by 
another  individual  during  personal  access  to  a  record. 

(g)  Initial  denial  of  access-(l)  Grounds.  Access  by  an 
individual  to  a  record  which  pertains  to  that  individual  will  be 
denied  only  upon  a  determination  by  the  Privacy  Officer  that: 
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(i)  The  record  is  exempt  under  §  102.33  or  §  102.34,  or 
exempt  by  determination  of  another  agency  publishing  notice 
of  the  system  of  records,  as  described  in  §  102.23(f); 

(ii)  The  record  is  information  compiled  in  reasonable 
anticipation  of  a  civil  action  or  proceeding; 

(iii)  The  provisions  of  §  102.26  pertaining  to  medical 
records  temporarily  have  been  invoked;  or 

(iv)  The  individual  has  unreasonably  failed  to  comply  with 
the  procedural  requirements  of  this  part. 

(2)  Notification.  The  Privacy  Officer  shall  give  notice  of 
denial  of  access  to  records  to  the  individual  in  writing  and  shall 
inchide  the  following  information: 

(i)  The  Privacy  Officer's  name  and  title  or  position; 

(ii)  The  date  of  the  denial; 

(iii)  The  reasons  for  the  denial,  including  citation  to  the 
appropriate  section  of  the  Act  and  this  part; 

(iv)  The  individual's  opportunities,  if  any,  for  further  admin- 
istrative consideration,  including  the  identity  and  address  of 
the  responsible  official.  If  no  further  administrative  consider- 
ation within  USPTO  is  available,  the  notice  shall  state  that  the 
denial  is  administratively  final;  and 

(v)  If  stated  to  be  administratively  final  within  USPTO,  the 
individual's  right  to  judicial  review  provided  under  5  U.S.C. 
552a(g)(l),  as  limited  by  5  U.S.C.  552a(g)(5). 

(3)  Administrative  review.  When  an  initial  denial  of  a 
request  is  issued  by  the  Privacy  Officer,  the  individual's 
opportunities  for  further  consideration  shall  be  as  follows: 

(i)  As  to  denial  under  paragraph  (g)(l)(i)  of  this  section,  two 
opportunities  for  further  consideration  are  available  in  the 
alternative: 

(A)  If  the  individual  contests  the  application  of  the  exemp- 
tion to  the  records,  review  procedures  in  §  102.25(g)(3)(ii) 
shall  apply;  or 

(B)  If  the  individual  challenges  the  exemption  itself,  the 
procedure  is  a  petition  for  the  issuance,  amendment,  or  repeal 
of  a  rule  under  5  U.S.C.  553(e).  If  the  exemption  was 
determined  by  USPTO,  such  petition  shall  be  filed  with  the 
General  Counsel.  If  the  exemption  was  determined  by  another 
agency  (as  described  in  §  102.23(f)),  USPTO  will  provide  the 
individual  with  the  name  and  address  of  the  other  agency  and 
any  relief  sought  by  the  individual  shall  be  that  provided  by  the 
regulations  of  the  other  agency. Within  USPTO,  no  such  denial 
is  administratively  final  until  such  a  petition  has  been  filed  by 
the  individual  and  disposed  of  on  the  merits  by  the  General 
Counsel. 

(ii)  As  to  denial  under  paragraphs  (g)(l)(ii)  of  this  section, 
(g)(l)(iv)  of  this  section  or  (to  the  limited  extent  provided  in 
paragraph  (g)(3)(i)(A)  of  this  section)  paragraph  (g)(l)(i)  of 
this  section,  the  individual  may  file  for  review  with  the  General 
Counsel,  as  indicated  in  the  Privacy  Officer's  initial  denial 
notification.  The  procedures  appearing  in  §  102.28  shall  be 
followed  by  both  the  individual  and  USPTO  to  the  maximum 
extent  practicable. 

(iii)  As  to  denial  under  paragraph  (g)(l)(iii)  of  this  section, 
no  further  administrative  consideration  within  USPTO  is 
available  because  the  denial  is  not  administratively  final  until 
expiration  of  the  time  period  indicated  in  §  102.26(a). 

(h)  If  a  request  is  partially  granted  and  partially  denied,  the 
Privacy  Officer  shall  follow  the  appropriate  procedures  of  this 
section  as  to  the  records  within  the  grant  and  the  records  within 
the  denial. 

§  102.26  Special  procedures:  Medical  records. 

(a)  No  response  to  any  request  for  access  to  medical  records 
by  an  individual  will  be  issued  by  the  Privacy  Officer  for  a 
period  of  seven  working  days  (i.e.,  excluding  Saturdays, 
Sundays,  and  legal  public  holidays)  from  the  date  of  receipt. 

(b)  USPTO  has  pubhshed  as  a  routine  use,  for  all  systems  of 
records  containing  medical  records,  consultations  with  an 
individual's  physician  or  psychologist  if,  in  the  sole  judgment 
of  USPTO,  disclosure  could  have  an  adverse  effect  upon  the 
individual.  The  mandatory  waiting  period  set  forth  in  para- 
graph (a)  of  this  section  will  permit  exercise  of  this  routine  use 
in  appropriate  cases.  USPTO  will  pay  no  cost  of  any  such 
consultation. 

(c)  In  every  case  of  a  request  by  an  individual  for  access  to 
medical  records,  the  Privacy  Officer  shall: 

(1)  Inform  the  individual  of  the  waiting  period  prescribed  in 
paragraph  (a)  of  this  section; 

(2)  Obtain  the  name  and  address  of  the  individual's  physi- 
cian and/or  psychologist,  if  the  individual  consents  to  give 
them; 


(3)  Obtain  specific,  written  consent  for  USPTO  to  consult 
the  individual's  physician  and/or  psychologist  in  the  event  that 
USPTO  believes  such  consultation  is  advisable,  if  the  indi- 
vidual consents  to  give  such  authorization; 

(4)  Obtain  specific,  written  consent  for  USPTO  to  provide 
the  medical  records  to  the  individual's  physician  or  psycholo- 
gist in  the  event  that  USPTO  believes  access  to  the  record  by 
the  individual  is  best  effected  under  the  guidance  of  the 
individual's  physician  or  psychologist,  if  the  individual  con- 
sents to  give  such  authorization;  and 

(5)  Forward  the  individual's  medical  record  to  USPTO's 
medical  expert  for  review  and  a  determination  on  whether 
consultation  with  or  transmittal  of  the  medical  records  to  the 
individual's  physician  or  psychologist  is  warranted.  If  the 
consultation  with  or  transmittal  of  such  records  to  the  indi- 
vidual's physician  or  psychologist  is  determined  to  be  war- 
ranted, USPTO's  medical  expert  shall  so  consult  or  transmit. 
Whether  or  not  such  a  consultation  or  transmittal  occurs, 
USPTO's  medical  officer  shall  provide  instruction  to  the 
Privacy  Officer  regarding  the  conditions  of  access  by  the 
individual  to  his  or  her  medical  records. 

(d)  If  an  individual  refuses  in  writing  to  give  the  names  and 
consents  set  forth  in  paragraphs  (c)(2)  through  (c)(4)  of  this 
section  and  USPTO  has  determined  that  disclosure  could  have 
an  adverse  effect  upon  the  individual,  USPTO  shall  give  the 
individual  access  to  said  records  by  means  of  a  copy,  provided 
without  cost  to  the  requester,  sent  registered  mail  return  receipt 
requested. 

§   102.27  Procedures  for  making  requests  for  correction  or 
Amendment. 

(a)  Any  individual,  regardless  of  age,  who  is  a  citizen  of  the 
United  States  or  an  alien  lawfully  admitted  for  permanent 
residence  into  the  United  States  may  submit  a  request  for 
correction  or  amendment  to  USPTO.  The  request  should  be 
made  either  in  person  or  by  mail  addressed  to  the  Privacy 
Officer  who  processed  the  individual's  request  for  access  to  the 
record,  and  to  whom  is  delegated  authority  to  make  initial 
detenninations  on  requests  for  correction  or  amendment.  The 
office  of  the  Privacy  Officer  is  open  to  the  public  between  the 
hours  of  9:00  a.m.  and  4:00  p.m.,  Monday  through  Friday 
(excluding  legal  public  holidays). 

(b)  Requests  submitted  by  mail  should  include  the  words 
"PRIVACY  ACT  REQUEST"  in  capital  letters  at  the  top  of  the 
letter  and  on  the  face  of  the  envelope.  Any  request  which  is  not 
addressed  as  specified  in  paragraph  (a)  of  this  section  or  which 
is  not  marked  as  specified  in  this  paragraph  will  be  so 
addressed  and  marked  by  USPTO  personnel  and  forwarded 
immediately  to  the  Privacy  Officer.  A  request  which  is  not 
properly  addressed  by  the  individual  will  not  be  deemed  to 
have  been  "received"  for  purposes  of  measuring  the  time 
period  for  response  until  actual  receipt  by  the  Privacy  Officer. 
In  each  instance  when  a  request  so  forwarded  is  received,  the 
Privacy  Officer  shall  notify  the  individual  that  his  or  her 
request  was  improperly  addressed  and  the  date  the  request  was 
received  at  the  proper  address. 

(c)  Since  the  request,  in  all  cases,  will  follow  a  request  for 
access  under  §  102.25,  the  individual's  identity  will  be 
established  by  his  or  her  signature  on  the  request  and  use  of  the 
USPTO  control  number  assigned  to  the  request. 

(d)  A  request  for  correction  or  amendment  should  include 
the  following: 

(1)  Specific  identification  of  the  record  sought  to  be  cor- 
rected or  amended  (for  example,  description,  title,  date,  para- 
graph, sentence,  line  and  words); 

(2)  The  specific  wording  to  be  deleted,  if  any; 

(3)  The  specific  wording  to  be  inserted  or  added,  if  any,  and 
the  exact  place  at  which  to  be  inserted  or  added;  and 

(4)  A  statement  of  the  basis  for  the  requested  correction  or 
amendment,  with  all  available  supporting  documents  and 
materials  which  substantiate  the  statement.  The  statement 
should  identify  the  criterion  of  the  Act  being  invoked,  that  is, 
whether  the  information  in  the  record  is  unnecessary,  inaccu- 
rate, irrelevant,  untimely  or  incomplete. 

§  102.28  Review  of  requests  for  correction  or  amendment. 

(a)(l)(i)  Not  later  than  ten  working  days  (i.e.,  excluding 
Saturdays,  Sundays  and  legal  pubhc  holidays)  after  receipt  of 
a  request  to  correct  or  amend  a  record,  the  Privacy  Officer  shall 
send  an  acknowledgment  providing  an  estimate  of  time  within 
which  action  will  be  taken  on  the  request  and  asking  for  such 
further  information  as  may  be  necessary  to  process  the  request. 
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The  estimate  of  time  may  take  into  account  unusual  circum- 
stances as  described  in  §  102.25(a).  No  acknowledgment  will 
be  sent  if  the  request  can  be  reviewed,  processed,  and  the 
individual  notified  of  the  results  of  review  (either  compliance 
or  denial)  within  the  ten  working  days.  Requests  filed  in  person 
will  be  acknowledged  in  writing  at  the  time  submitted. 

(ii)  If  the  Privacy  Officer  fails  to  send  the  acknowledgment 
within  ten  working  days,  as  provided  in  paragraph  (a)(l)(i)  of 
this  section,  the  requester  may  ask  the  General  Counsel  to  take 
corrective  action.  No  failure  of  the  Privacy  Officer  to  send  an 
acknowledgment  shall  confer  administrative  finality  for  pur- 
poses of  judicial  review. 

(2)  Promptly  after  acknowledging  receipt  of  a  request,  or 
after  receiving  such  further  information  as  might  have  been 
requested,  or  after  arriving  at  a  decision  within  the  ten  working 
days,  the  Privacy  Officer  shall  either: 

(i)  Make  the  requested  correction  or  amendment  and  advise 
the  individual  in  writing  of  such  action,  providing  either  a  copy 
of  the  corrected  or  amended  record  or  a  statement  as  to  the 
means  whereby  the  correction  or  amendment  was  effected  in 
cases  where  a  copy  cannot  be  provided  (for  example,  erasure 
of  information  from  a  record  maintained  only  in  magnetically 
recorded  computer  files);  or 

(ii)  Inform  the  individual  in  writing  that  his  or  her  request  is 
denied  and  provide  the  following  information: 

(A)  The  Privacy  Officer's  name  and  title  or  position; 

(B)  The  date  of  the  denial; 

(C)  The  reasons  for  the  denial,  including  citation  to  the 
appropriate  sections  of  the  Act  and  this  subpart;  and 

(D)  The  procedures  for  appeal  of  the  denial  as  set  forth  in  § 
102.29.  including  the  address  of  the  General  Counsel. 

(3)  The  term  promptly  in  this  section  means  within  thirty 
working  days  (i.e.,  excluding  Saturdays,  Sundays,  and  legal 
public  holidays).  If  the  Privacy  Officer  cannot  make  the 
determination  within  thirty  working  days,  the  individual  will 
be  advised  in  writing  of  the  reason  therefor  and  of  the 
estimated  date  by  which  the  determination  will  be  made. 

(b)  Whenever  an  individual's  record  is  corrected  or  amended 
pursuant  to  a  request  by  that  individual,  the  Privacy  Officer 
shall  be  responsible  for  notifying  all  persons  and  agencies  to 
which  the  corrected  or  amended  portion  of  the  record  had  been 
disclosed  prior  to  its  correction  or  amendment,  if  an  accounting 
of  such  disclosure  required  by  the  Act  was  made.  The 
notification  shall  require  a  recipient  agency  maintaining  the 
record  to  acknowledge  receipt  of  the  notification,  to  correct  or 
amend  the  record,  and  to  apprise  any  agency  or  person  to 
which  it  had  disclosed  the  record  of  the  substance  of  the 
correction  or  amendment. 

(c)  The  following  criteria  will  be  considered  by  the  Privacy 
Officer  in  reviewing  a  request  for  correction  or  amendment: 

(1)  The  sufficiency  of  the  evidence  submitted  by  the  indi- 
vidual; 

(2)  The  factual  accuracy  of  the  information; 

(3)  The  relevance  and  necessity  of  the  information  in  terms 
of  purpose  for  which  it  was  collected; 

(4)  The  timeUness  and  currency  of  the  information  in  light  of 
the  purpose  for  which  it  was  collected; 

(5)  The  completeness  of  the  information  in  terms  of  the 
purpose  for  which  it  was  collected; 

(6)  The  degree  of  risk  that  denial  of  the  request  could 
unfairly  result  in  determinations  adverse  to  the  individual; 

(7)  The  character  of  the  record  sought  to  be  corrected  or 
amended;  and 

(8)  The  propriety  and  feasibility  of  complying  with  the 
specific  means  of  correction  or  amendment  requested  by  the 
individual. 

(d)  USPTO  will  not  undertake  to  gather  evidence  for  the 
individual,  but  does  reserve  the  right  to  verify  the  evidence 
which  the  individual  submits. 

(e)  Correction  or  amendment  of  a  record  requested  by  an 
individual  will  be  denied  only  upon  a  determination  by  the 
Privacy  Officer  that: 

(1)  The  individual  has  failed  to  establish,  by  a  preponder- 
ance of  the  evidence,  the  propriety  of  the  correction  or 
amendment  in  fight  of  the  criteria  set  forth  in  paragraph  (c)  of 
this  section; 

(2)  The  record  sought  to  be  corrected  or  amended  is  part  of 
the  official  record  in  a  terminated  judicial,  quasi-judicial,  or 
quasi-legislative  proceeding  to  whiich  the  individual  was  a 
party  or  participant; 


(3)  The  information  in  the  record  sought  to  be  corrected  or 
amended,  or  the  record  sought  to  be  corrected  or  amended,  is 
the  subject  of  a  pending  judicial,  quasi-judicial,  or  quasi- 
legislative  proceeding  to  which  the  individual  is  a  party  or 
participant; 

(4)  The  correction  or  amendment  would  violate  a  duly 
enacted  statute  or  promulgated  regulation;  or 

(5)  The  individual  has  unreasonably  failed  to  comply  with 
the  procedural  requirements  of  this  part. 

(f)  If  a  request  is  partially  granted  and  partially  denied,  the 
Privacy  Officer  shall  follow  the  appropriate  procedures  of  this 
section  as  to  the  records  within  the  grant  and  the  records  within 
the  denial. 


§  102.29  Appeal  of  initial  adverse  determination  on  correction 
or  amendment. 


(a)  When  a  request  for  correction  or  amendment  has  been 
denied  initially  under  §  102.28,  the  individual  may  submit  a 
written  appeal  within  thirty  working  days  (i.e.,  excluding 
Saturdays,  Sundays  and  legal  public  holidays)  after  the  date  of 
the  initial  denial.  When  an  appeal  is  submitted  by  mail,  the 
postmark  is  conclusive  as  to  timeliness. 

(b)  An  appeal  should  be  addressed  to  the  General  Counsel, 
United  States  Patent  and  Trademark  Office,  WASHINGTON 
DC  20231.  An  appeal  should  include  the  words  "PRIVACY 
APPEAL"  in  capital  letters  at  the  top  of  the  letter  and  on  the 
face  of  the  envelope.  An  appeal  not  addressed  and  marked  as 
provided  herein  will  be  so  marked  by  USPTO  personnel  when 
it  is  so  identified  and  will  be  forwarded  immediately  to  the 
General  Counsel.  An  appeal  which  is  not  properly  addressed 
by  the  individual  will  not  be  deemed  to  have  been  "received" 
for  purposes  of  measuring  the  time  periods  in  this  section  until 
actual  receipt  by  the  General  Counsel.  In  each  instance  when 
an  appeal  so  forwarded  is  received,  the  General  Counsel  shall 
notify  the  individual  that  his  or  her  appeal  was  improperly 
addressed  and  the  date  when  the  appeal  was  received  at  the 
proper  address. 

(c)  The  individual's  appeal  shall  include  a  statement  of  the 
reasons  why  the  initial  denial  is  believed  to  be  in  error  and 
USPTO 's  control  number  assigned  to  the  request.  The  appeal 
shall  be  signed  by  the  individual.  The  record  which  the 
individual  requests  be  corrected  or  amended  and  all  cortespon- 
dence  between  the  Privacy  Officer  and  the  requester  will  be 
furnished  by  the  Privacy  Officer  who  issued  the  initial  deni- 
al.Although  the  foregoing  normally  will  comprise  the  entire 
record  on  appeal,  the  General  Counsel  may  seek  additional 
information  necessary  to  assure  that  the  final  determination  is 
fair  and  equitable  and,  in  such  instances,  disclose  the  addi- 
tional information  to  the  individual  to  the  greatest  extent 
possible,  and  provide  an  opportunity  for  comment  thereon. 

(d)  No  personal  appearance  or  hearing  on  appeal  will  be 
allowed. 

(e)  The  General  Counsel  shall  act  upon  the  appeal  and  issue 
a  final  determination  in  writing  not  later  than  thirty  working 
days  (i.e.,  excluding  Saturdays,  Sundays  and  legal  public 
holidays)  from  the  date  on  which  the  appeal  is  received,  except 
that  the  General  Counsel  may  extend  the  thirty  days  upon 
deciding  that  a  fair  and  equitable  review  cannot  be  made 
within  that  period,  but  only  if  the  individual  is  advised  in 
writing  of  the  reason  for  the  extension  and  the  estimated  date 
by  which  a  final  determination  will  issue.  The  estimated  date 
should  not  be  later  than  the  sixtieth  working  day  after  receipt 
of  the  appeal  unless  unusual  circumstances,  as  described  in  § 
102.25(a),  are  met. 

(f)  If  the  appeal  is  determined  in  favor  of  the  individual,  the 
final  determination  shall  include  the  specific  corrections  or 
amendments  to  be  made  and  a  copy  thereof  shall  be  transmit- 
ted promptly  both  to  the  individual  and  to  the  Privacy  Officer 
who  issued  the  initial  denial.  Upon  receipt  of  such  final 
determination,  the  Privacy  Officer  promptly  shall  take  the 
actions  set  forth  in  §  102.28(a)(2)(i)  and  (b). 

(g)  If  the  appeal  is  denied,  the  final  determination  shall  be 
transmitted  promptly  to  the  individual  and  state  the  reasons  for 
the  denial.  The  notice  of  final  determination  also  shall  inform 
the  individual  of  the  following: 

( 1)  The  right  of  the  individual  under  the  Act  to  file  a  concise 
statement  of  reasons  for  disagreeing  with  the  final  determina- 
tion. The  statement  ordinarily  should  not  exceed  one  page  and 
USPTO  reserves  the  right  to  reject  a  statement  of  excessive 
length.  Such  a  statement  shall  be  filed  with  the  General 
Counsel.  It  should  provide  the  USPTO  control  number  as- 
signed to  the  request,  indicate  the  date  of  the  final  determina- 
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tion  and  be  signed  by  the  individual.  The  General  Counsel 
shall  acknowledge  receipt  of  such  statement  and  inform  the 
individual  of  the  date  on  which  it  was  received. 

(2)  The  facts  that  any  such  disagreement  statement  filed  by 
the  individual  will  be  noted  in  the  disputed  record,  that  the 
purposes  and  uses  to  which  the  statement  will  be  put  are  those 
applicable  to  the  record  in  which  it  is  noted,  and  that  a  copy  of 
the  statement  will  be  provided  to  persons  and  agencies  to 
which  the  record  is  disclosed  subsequent  to  the  date  of  receipt 
of  such  statement; 

(3)  The  fact  that  USPTO  will  append  to  any  such  disagree- 
ment statement  filed  by  the  individual,  a  copy  of  the  final 
determination  or  summary  thereof  which  also  will  be  provided 
to  persons  and  agencies  to  which  the  disagreement  statement  is 
disclosed;  and, 

(4)  The  right  of  the  individual  to  judicial  review  of  the  final 
determination  under  5  U.S.C.  552a(g)(l)(A),  as  limited  by  5 
U.S.C.  552a(g)(5). 

(h)  In  making  the  final  determination,  the  General  Counsel 
shall  employ  the  criteria  set  forth  in  §  102.28(c)  and  shall  deny 
an  appeal  only  on  the  grounds  set  forth  in  §  102.28(e). 

(i)  If  an  appeal  is  partially  granted  and  partially  denied,  the 
General  Counsel  shall  follow  the  appropriate  procedures  of 
this  section  as  to  the  records  within  the  grant  and  the  records 
within  the  denial. 

(j)  Although  a  copy  of  the  final  determination  or  a  summary 
thereof  will  be  treated  as  part  of  the  individual's  record  for 
purposes  of  disclosure  in  instances  where  the  individual  has 
filed  a  disagreement  statement,  it  will  not  be  subject  to 
correction  or  amendment  by  the  individual. 

(k)  The  provisions  of  paragraphs  (g)(  1 )  through  (g)(3)  of  this 
section  satisfy  the  requirements  of  5  U.S.C.  552a(e)(3). 

§  102.30  Disclosure  of  record  to  person  other  than  the 
individual  to  whom  it  pertains. 

(a)  USPTO  may  disclose  a  record  pertaining  to  an  individual 
to  a  person  other  than  the  individual  to  whom  it  pertains  only 
in  the  following  instances: 

(1)  Upon  written  request  by  the  individual,  including  autho- 
rization under  §  102.25(f); 

(2)  With  the  prior  written  consent  of  the  individual; 

(3)  To  a  parent  or  legal  guardian  under  5  U.S.C.  552a(h); 

(4)  When  required  by  the  Act  and  not  covered  explicitly  by 
the  provisions  of  5  U.S.C.  552a(b);  and 

(5)  When  permitted  under  5  U.S.C.  552a(b)(l)  through  (12), 
which  read  as  follows:' 

(i)  To  those  oflBcers  and  employees  of  the  agency  which 
maintains  the  record  who  have  a  need  for  the  record  in  the 
performance  of  their  duties; 

(ii)  Required  under  5  U.S.C.  552  ; 

5  U.S.C.  552a(b)(4)  has  no  application  within  USPTO. 

(iii)  For  a  routine  use  as  defined  in  5  U.S.C.  552a(a)(7)  and 
described  under  5  U.S.C.  552a(e)(4)(D); 

(iv)  To  the  Bureau  of  the  Census  for  purposes  of  planning  or 
carrying  out  a  census  or  survey  or  related  activity  pursuant  to 
the  provisions  of  Title  13; 

(v)  To  a  recipient  who  has  provided  the  agency  with  advance 
adequate  written  assurance  that  the  record  will  be  used  solely 
as  a  statistical  research  or  reporting  record,  and  the  record  is  to 
be  transferred  in  a  form  that  is  not  individually  identifiable; 

(vi)  To  the  National  Archives  and  Records  Administration  as 
a  record  which  has  sufficient  historical  or  other  value  to 
warrant  its  continued  preservation  by  the  United  States  Gov- 
ernment, or  for  evaluation  by  the  Archivist  of  the  United  States 
or  the  designee  of  the  Archivist  to  determine  whether  the 
record  has  such  value; 

(vii)  To  another  agency  or  to  an  instrumentality  of  any 
governmental  jurisdiction  within  or  under  the  control  of  the 
United  States  for  a  civil  or  criminal  law  enforcement  activity  if 
the  activity  is  authorized  by  law,  and  if  the  head  of  the  agency 
or  instrumentality  has  made  a  written  request  to  the  agency 
which  maintains  the  record  specifying  the  particular  portion 
desired  and  the  law  enforcement  activity  for  which  the  record 
is  sought; 

(viii)  To  a  person  pursuant  to  a  showing  of  compelling 
circumstances  affecting  the  health  or  safety  of  an  individual  if 
upon  such  disclosure  notification  is  transmitted  to  the  last 
known  address  of  such  individual; 


(ix)  To  either  House  of  Congress,  or,  to  the  extent  of  matter 
within  its  jurisdiction,  any  committee  or  subcommittee  thereof, 
any  joint  committee  of  Congress  or  subcommittee  of  any  such 
joint  committee; 

(x)  To  the  Comptroller  General,  or  any  of  his  authorized 
representatives,  in  the  course  of  the  performance  of  the  duties 
of  the  General  Accounting  Office; 

(xi)  Pursuant  to  the  order  of  a  court  of  competent  jurisdic- 
tion; or 

(xii)  To  a  consumer  reporting  agency  in  accordance  with 
3711(e)  of  Title  31. 

(b)  The  situations  referred  to  in  paragraph  (a)(4)  of  this 
section  include  the  following: 

(1)5  U.S.C.  552a(c)(4)  requires  dissemination  of  a  corrected 
or  amended  record  or  notation  of  a  disagreement  statement  by 
USPTO  in  certain  circumstances; 

(2)  5  U.S.C.  552a(d)  requires  disclosure  of  records  to  the 
individual  to  whom  they  pertain,  upon  request;  and 

(3)  5  U.S.C.  552a(g)  authorizes  civil  action  by  an  individual 
and  requires  disclosure  by  USPTO  to  the  court. 

(c)  The  Privacy  Officer  shall  make  an  accounting  of  each 
disclosure  by  him  of  any  record  contained  in  a  system  of 
records  in  accordance  with  5  U.S.C.  552a(c)  (1)  and  (2).Except 
for  a  disclosure  made  under  5  U.S.C.  552a(b)(7),  the  Privacy 
Officer  shall  make  such  accounting  available  to  any  individual, 
insofar  as  it  pertains  to  that  individual,  on  request  submitted  in 
accordance  with  §  102.24.  The  Privacy  Officer  shall  make 
reasonable  efforts  to  notify  any  individual  when  any  record  in 
a  system  of  records  is  disclosed  to  any  person  under  compul- 
sory legal  process,  promptly  upon  being  informed  that  such 
process  has  become  a  matter  of  public  record. 

§  102.31  Fees. 

The  only  fees  to  be  charged  to  or  collected  from  an 
individual  under  the  provisions  of  this  part  are  for  duplication 
of  records  at  the  request  of  the  individual.  The  Privacy  Officer 
shall  charge  fees  for  duplication  of  records  under  the  Act  in  the 
same  way  in  which  they  charge  duplication  fees  under  § 
102.11,  except  as  provided  in  this  section. 

(a)  No  fees  shall  be  charged  or  collected  for  the  following: 
Search  for  and  retrieval  of  the  records;  review  of  the  records; 
copying  at  the  initiative  of  USPTO  without  a  request  from  the 
individual;  transportation  of  records  and  personnel;  and  first- 
class  postage. 

(b)  It  is  the  policy  of  USPTO  to  provide  an  individual  with 
one  copy  of  each  record  corrected  or  amended  pursuant  to  his 
or  her  request  without  charge  as  evidence  of  the  correction  or 
amendment. 

(c)  As  required  by  the  United  States  Office  of  Personnel 
Management  in  its  published  regulations  implementing  the 
Act,  USPTO  will  charge  no  fee  for  a  single  copy  of  a  personnel 
record  covered  by  that  agency's  Government-wide  published 
notice  of  systems  of  records. 

§  102.32  Penalties. 

(a)  The  Act  provides,  in  pertinent  part:  Any  person  who 
knowingly  and  willfully  requests  or  obtains  any  record  con- 
cerning an  individual  from  an  agency  under  false  pretenses 
shall  be  guilty  of  a  misdemeanor  and  fined  not  more  than 
$5,000.  (5  U.S.C.  552a(i)(3)). 

(b)  A  person  who  falsely  or  fraudulently  attempts  to  obtain 
records  under  the  Act  also  may  be  subject  to  prosecution  under 
such  other  criminal  statutes  as  18  U.S.C.  494,  495  and  1001. 

§  102.33  General  exemptions. 

(a)  Individuals  may  not  have  access  to  records  maintained 
by  USPTO  but  which  were  provided  by  another  agency  which 
has  determined  by  regulation  that  such  information  is  subject 
to  general  exemption  under  5  U.S.C.  552a(j).  If  such  exempt 
records  are  within  a  request  for  access,  USPTO  will  advise  the 
individual  of  their  existence  and  of  the  name  and  address  of  the 
source  agency.  For  any  further  information  concerning  the 
record  and  the  exemption,  the  individual  must  contact  that 
source  agency. 

(b)  The  general  exemption  determined  to  be  necessary  and 
proper  with  respect  to  systems  of  records  maintained  by 
USPTO,  including  the  parts  of  each  system  to  be  exempted,  the 
provisions  of  the  Act  from  which  they  are  exempted,  and  the 
justification  for  the  exemption,  is  as  follows:  Investigative 
Records-Contract  and  Grant  Frauds  and  Employee  Criminal 
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Misconduct-COMMERCE/DEPT- 12.  Pursuant  to  5  U.S.C. 
552a(j)(2),  these  records  are  hereby  determined  to  be  exempt 
from  all  provisions  of  the  Act,  except  5  U.S.C.  552a  (b),  (c)  (1) 
and  (2),  (e)(4)  (A)  through  (F),  (e)  (6),  (7),  (9),  (10),  and  (11), 
and  (i).  These  exemptions  are  necessary  to  ensure  the  proper 
functions  of  the  law  enforcement  activity,  to  protect  confiden- 
tial sources  of  information,  to  fulfill  promises  of  confidential- 
ity, to  prevent  interference  with  law  enforcement  proceedings, 
to  avoid  the  disclosure  of  investigative  techniques,  to  avoid  the 
endangering  of  law  enforcement  personnel,  to  avoid  premature 
disclosure  of  the  knowledge  of  criminal  activity  and  the 
evidentiary  bases  of  possible  enforcement  actions,  and  to 
maintain  the  integrity  of  the  law  enforcement  process. 

§  102.34  Specific  exemptions. 


(a)(1)  Some  systems  of  records  under  the  Act  which  are 
maintained  by  USPTO  contain,  from  time-to-time,  material 
subject  to  the  exemption  appearing  at  5  U.S.C.  552a(k)(l), 
relating  to  national  defense  and  foreign  policy  materials.  The 
systems  of  records  published  in  the  Federal  Register  by 
USPTO  which  are  within  this  exemption  are:  COMMERCE/ 
PAT-TM-6,  COMMERCE/PAT-TM-7,  COMMERCE/PAT- 
TM-8,  COMMERCE/PAT-TM-9. 

(2)  USPTO  hereby  asserts  a  claim  to  exemption  of  such 
materials  wherever  they  might  appear  in  such  systems  of 
records,  or  any  systems  of  records,  at  present  or  in  the  future. 
The  materials  would  be  exempt  from  5  U.S.C.  552a  (c)(3),  (d), 
(e)(1),  (e)(4)  (G),  (H),  and  (I),  and  (f)  to  protect  materials 
required  by  Executive  order  to  be  kept  secret  in  the  interest  of 
the  national  defense  and  foreign  policy. 

(b)  The  specific  exemptions  determined  to  be  necessary  and 
proper  with  respect  to  systems  of  records  maintained  by 
USPTO,  including  the  parts  of  each  system  to  be  exempted,  the 
provisions  of  the  Act  from  which  they  are  exempted,  and  the 
justification  for  the  exemption,  are  as  follows: 

(l)(i)  Exempt  under  5  U.S.C.  552a(k)(2).  The  systems  of 
records  exempt  (some  only  conditionally),  the  sections  of  the 
Act  from  which  exempted,  and  the  reasons  therefor  are  as 
follows: 

(A)  Investigative  Records— Contract  and  Grant  Frauds  and 
Employee  Criminal  Misconduct-COMMERCE/DEPT- 12,  but 
only  on  condition  that  the  general  exemption  claimed  in 
[0015]  §  102.33(b)(3)  is  held  to  be  invalid; 

(B)  Investigative  Records— Persons  Within  the  Investigative 
Jurisdiction  of  USPTO-COMMERCE/DEPT-13; 

(C)  Litigation,  Claims  and  Administrative  Proceeding 
Records-COMMERCE/DEPT- 14; 

(D)  Attorneys  and  Agents  Registered  to  Practice  Before  the 
Oflfice-COMMERCE/PAT-TM- 1 ; 

(E)  Complaints,  Investigations  and  Disciphnary  Proceedings 
Relating  to  Registered  Patent  Attorneys  and  Agents—COM- 
MERCE/PAT-TM-2;  and 

(F)  Non-Registered  Persons  Rendering  Assistance  to  Patent 
Applicants-COMMERCE/PAT-TM-5 . 

(ii)  The  foregoing  are  exempted  from  5  U.S.C.  552a  (c)(3), 
(d),  (e)(1),  (e)(4)(G),  (H),  and  (I),  and  (f).  The  reasons  for 
asserting  the  exemption  are  to  prevent  subjects  of  investigation 
from  frustrating  the  investigatory  process,  to  insure  the  proper 
functioning  and  integrity  of  law  enforcement  activities,  to 
prevent  disclosure  of  investigative  techniques,  to  maintain  the 
ability  to  obtain  necessary  information,  to  fulfill  commitments 
made  to  sources  to  protect  their  identities  and  the  confidenti- 
ality of  information  and  to  avoid  endangering  these  sources 
and  law  enforcement  personnel.  Special  note  is  taken  of  the 
fact  that  the  proviso  clause  in  this  exemption  imports  due 
process  and  procedural  protections  for  the  individual.  The 
existence  and  general  character  of  the  information  exempted 
will  be  made  known  to  the  individual  to  whom  it  pertains. 

(2)(i)  Exempt  under  5  U.S.C.  552a(k)(5).  The  systems  of 
records  exempt  (some  only  conditionally),  the  sections  of  the 
act  from  which  exempted,  and  the  reasons  therefor  are  as 
follows: 

(A)  Investigative  Records-Contract  and  Grant  Frauds  and 
Employee  Criminal  Misconduct-COMMERCE/DEPT- 12,  but 
only  on  condition  that  the  general  exemption  claimed  in  § 
102.33(b)(3)  is  held  to  be  invalid; 

(B)  Investigative  Records— Persons  Within  the  Investigative 
Jurisdiction  of  USPTO-COMMERCE/DEPT-13;  and 

(C)  Litigation,  Claims,  and  Administrative  Proceeding 
Records -COMMERCE/DEPT- 14. 


(ii)  The  foregoing  are  exempted  from  5  U.S.C.  552a  (c)(3), 
(d),  (e)(1),  (e)(4)  (G),  (H),  and  (I),  and  (f).  The  reasons  for 
asserting  the  exemption  are  to  maintain  the  ability  to  obtain 
candid  and  necessary  information,  to  fulfill  commitments  made 
to  sources  to  protect  the  confidentiality  of  information,  to  avoid 
endangering  these  sources  and,  ultimately,  to  facilitate  proper 
selection  or  continuance  of  the  best  applicants  or  persons  for  a 
given  position  or  contract.  Special  note  is  made  of  the 
limitation  on  the  extent  to  which  this  exemption  may  be 
asserted.  The  existence  and  general  character  of  the  informa- 
tion exempted  will  be  made  known  to  the  individual  to  whom 
it  pertains. 

(c)  At  the  present  time,  USPTO  claims  no  exemption  under 
5  U.S.C.  552a(k)  (3),  (4),  (6)  and  (7). 

APPENDIX  TO  PART  102  -  SYSTEMS  OF  RECORDS 
NOTICED  BY  OTHER  FEDERAL  AGENCIES'  AND  AP- 
PLICABLE TO  USPTO  RECORDS  AND  APPLICABILITY 
OF  THIS  PART  THERETO 


Category  of  Records 

Federal  Personnel 
Records. 

Federal  Employee 
Compensation  Act 
Program. 

Equal  Employment 
Opportunity  Appeal 
Complaints. 

Formal  Complaints/ 
Appeals  of  Adverse 
Personnel  Actions. 


Other  Federal  Agency 

Office  of  Personnel 
Management."^ 

Department  of  Labor.^ 


Equal  Employment 
Opportunity    Commission.'^ 


Merit  Systems 
Protection  Board. ^ 


'Other  than  systems  of  records  noticed  by  the  Department  of  Com- 
merce. Where  the  system  of  records  applies  only  to  USPTO,  these 
regulations  apply.  Where  the  system  of  records  applies  generally  to 
components  of  the  Department  of  Commerce,  the  regulations  of  that 
department  attach  at  the  point  of  any  denial  for  access  or  for  correction 
or  amendment. 

■^The  provisions  of  this  part  do  not  apply  to  these  records  covered  by 
nodces  of  systems  of  records  published  by  the  Office  of  Personnel 
Management  for  all  agencies.  The  regulations  of  OPM  alone  apply. 

^The  provisions  of  this  part  apply  only  initially  to  these  records  covered 
by  notices  of  systems  of  records  published  by  the  U.S.  Department  of 
Labor  for  all  agencies.  The  regulations  of  that  department  attach  at  the 
point  of  any  denial  for  access  or  for  correction  or  amendment. 

■^The  provisions  of  this  part  do  not  apply  to  these  records  covered  by 
notices  of  systems  of  records  published  by  the  Equal  Employment 


Opportunity   Commission   for 
Commission  alone  apply. 


all   agencies.  The  reguladons  of  the 


^The  provisions  of  this  part  do  not  apply  to  these  records  covered  by 
notices  of  systems  of  records  published  by  the  Merit  Systems  Protection 
Board  for  all  agencies.  The  regulations  of  the  Board  alone  apply. 

Q.  TODD  DICKINSON 

Under  Secretary  of  Commerce  for 

Intellectual  Property  and  Director  of  the 

United  States  Patent  and  Trademark  Office 
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PSIRF  Hours  Changing 


Beginning  November  15,  1999,  the  Public  Patent  Search  and 
Image  Retrieval  Facility  (PSIRF)  will  close  at  5  PM  daily. 
Hours  of  operation  will  then  be  8  AM  to  5  PM  Monday 
through  Friday.  Equivalent  patent  automated  search  is  avail- 
able in  the  Public  Patent  Search  Room  (PSR)  in  Crystal  Plaza 
3  lobby  from  8  AM  to  8  PM.  The  number  of  workstations  in 
the  PSR  has  been  substantially  increased  and  will  accommo- 
date expected  user  needs. 

[1229  OG  13] 
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Public  User  Identiiication  Passes 
USPTO  Public  Search  Facilities 


(47) 


The  USPTO  Public  Search  Services  Division,  responsible 
for  the  public  search  facilities  in  the  Patent  Search  Room  and 
the  Trademark  Search  Library,  is  installing  the  new  User 
Identification  Pass  system  announced  in  the  Official  Gazette 
dated  January  6,  1998.  This  system  will  replace  the  current 
passes  used  in  the  facilities  with  a  new  user  number  and  a 
laminated  identification  badge.  Later  reissues  of  the  badge  are 
expected  to  add  a  photo  of  the  user.  Badges  will  be  reissued 
every  January  upon  validating  and  updating  identification 
information.  Information  will  be  digitally  stored  so  that  vali- 
dation and  reissue  will  be  speedy.  There  is  a  $15  fee  for 
replacement  of  lost  or  forgotten  badges;  first  issue  and  annual 
reissues  are  without  fee.  Badges  must  be  visible  at  all  times 
within  the  Patent  Office  building  complex.  The  new  user 
numbers  will  be  used  by  the  File  Information  Unit  for  public 
users  requesting  and  checking  out  files. 

Patrons  using  the  Patent  and  Trademark  Public  Search 
Facilities  as  well  as  office  areas  must  obtain  a  new  badge 
before  entering  the  Patent  and  Trademark  Office  complex.  The 
process  takes  five  to  ten  minutes  for  a  first  time  issue.  Effective 
immediately,  equipment  is  available  to  issue  the  new  badges 
for  both  patent  and  trademark  public  users  at  the  Patent  Search 
Room  Reception  Desk  in  Crystal  Plaza  3,  Lobby.  The  Patent 
Search  Room  is  open  Monday  through  Friday  from  8  AM  to  8 
PM.  The  new  User  Passes  will  be  required  after  August  15, 
1998;  old  passes  will  not  be  valid  after  this  date. 


August  3,  1998 


WESLEY  H.  GEWEHR 

Administrator  for 
Information  Dissemination 


Relief  in  Certain  Extraordinary  Situations 


This  notice  addresses  the  extraordinary  situation  in  which  a 
Patent  and  Trademark  Office  (PTO)  customer  has  been  inten- 
tionally deceived  by  his  or  her  representative,  resulting  in  a 
potential  loss  of  intellectual  property  rights.  In  such  a  situation, 
the  PTO  will  mitigate  any  such  potential  loss,  to  the  extent 
possible  within  the  PTO's  statutory  framework  and  the  bounds 
of  controlling  law. 

To  mitigate  any  such  loss,  the  Commissioner  of  Patents  and 
Trademarks  may  suspend  or  waive  certain  regulations.  When 
that  is  the  case,  the  Commissioner  will  exercise  his  power  to  do 
so  under  37  C.F.R.  §§  1.183  and  2.148  ("In  an  extraordinary 
situation,  when  justice  requires,"  the  Commissioner  has  the 
power  to  sua  sponte  suspend  or  waive  any  requirement  of  the 
regulations  which  is  not  required  by  statute.). 

In  advance  of  the  occurrence  of  such  an  extraordinary 
situation,  the  Commissioner  cannot  determine  what  specific 
action  justice  will  require.  Such  action,  however,  could  include 
waiving  of  certain  non- statutory  fees,  reviving  an  abandoned 
application,  or  granting  an  application  filing  date  based  on  the 
PTO  filing  date  of  a  copending  document  that  has  all  the 
elements  of  a  patent  application  required  by  law. 


August  11,  1995 


BRUCE  A.  LEHMAN 

Assistant  Secretary  of 

Commerce  and  Commissioner  of 

Patents  and  Trademarks 

[1178  OG  42] 
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(48)  Rules  Concerning  Conduct  on  Patent 

and  Trademark  Premises 


(46) 


Patent  Assistance  Center 


In  an  effort  to  support  the  reengineering  of  the  patent  process 
at  the  Patent  and  Trademark  Office  (PTO)  (see  Official  Gazette 
Notice  entitled  "Reengineering  the  Patent  Process"  at  1187  Off. 
Gaz.  Pat.  Office  37  (June  11,  1996)),  the  PTO  is  piloting  a 
Patent  Assistance  Center  to  provide  enhanced  telephone  ser- 
vice to  patent  customers.  This  pilot  is  the  PTO's  first  step 
toward  providing  a  "one-stop  service."  During  the  pilot,  the 
Patent  Assistance  Center  will  be  housed  within  the  current 
General  Information  Services  Division  (GISD)  located  in 
Crystal  Plaza  3,  Room  2C02.  Questions  and  inquires  regarding 
technical  assistance  on  patent  applications  that  are  beyond  the 
scope/purview  of  the  (jeneral  Information  Services  Division 
will  be  answered  by  the  Patent  Assistance  Center.  Questions 
specific  to  a  pending  patent  application  will  be  directed  to  the 
assigned  examiner.  The  Patent  Assistance  Center  will  be 
staffed  by  a  highly  qualified,  experienced,  and  customer 
friendly  personnel.  Customers  may  contact  the  Patent  Assis- 
tance Center  from  8:30  a.m.  to  5:00  p.m.  EST  by  dialing  GISD 
at  1-800  PTO-9199  or  (703)  308-HELP 

The  Patent  Assistance  Center  will  utilize  a  state-of-the-art 
telecommunications/PC  integration  system.  This  system  will 
be  used  to  gather  data  on  customers'  most  frequently  asked 
questions.  These  questions  will  be  analyzed  and  an  informa- 
tional database  will  be  developed  to  quickly  provide  answers. 
Customer  Feedback  Cards  will  be  randornly  sent  to  callers 
requesting  feedback  on  their  satisfaction  with  the  products  and 
services  received. 

Point  of  Contact  for  this  Notice: 

Name:  Stuart  S.  Levy 

Telephone  Number:  (703)  308-1295 

Fax  Number:  (703)  305-3594 


June  6,  1996 


FRED  SCHMIDT.  Director 

Office  of  Strategic  Planning  and 

Patent  Reengineering 


[1188  OG  124] 


1.  Applicability 

These  rules  apply  to  all  premises  under  the  charge  and 
control  of  the  U.S.  Patent  and  Trademark  Office  (PTO)  through 
the  General  Services  Administration  and  to  all  persons  entering 
such  premises. 

2.  Admission  to  Property 

Patent  and  Trademark  Office  facilities  are  closed  to  the 
public  outside  of  normal  working  hours.  During  normal 
working  hours,  a  valid  User  Pass  is  required  to  enter  PTO 
premises. 

The  individual's  User  Pass  must  be  displayed  at  all  times 
while  on  PTO  premises. 

3.  Preservation  of  Property/Conduct  on  PTO  Premises 
The  following  activities  are  prohibited  on  PTO  premises: 

a.  Improperly  disposing  of  rubbish;  willfully  destroying  or 
damaging  property;  theft  of  property;  creating  a  hazard  to 
persons  or  things;  and  placing  Government  documents  or 
materials  in  storage  lockers. 

b.  The  willfull  and  unlawfuU  concealment,  removal,  muti- 
lation, obliteration  or  destruction,  or  attempts  to  do  so,  or,  with 
intent  to  do  so,  or  taking  and  carrying  away  of  any  record, 
book,  paper,  document,  or  other  things  from  the  facilities  shall 
result  in  a  fine  of  not  more  than  $2,000  or  imprisonment  of  not 
more  than  3  years,  or  both.  See  18  U.S.C.  §  2071. 

c.  Removal  of  papers,  materials,  or  other  Government 
property  from  designated  areas.  Within  a  designated  area, 
papers  or  other  Government  property  must  be  returned  to  its 
proper  location  after  use,  unless  otherwise  posted. 

d.  Using  PTO  premises  and  facilities  as  a  place  of  business. 
It  is  prohibited  to  reserve  work  areas,  use  PTO  as  a  mailing 
address,  use  PTO  stationery,  or  a  PTO  telephone  number  as  a 
personal  telephone  number. 

4.  Inspection 

Packages,  briefcases,  storage  lockers  and  other  containers  in 
the  possession  of  visitors,  employees,  or  other  persons  arriving 
at,  working  at,  visiting,  or  departing  from  the  PTO  are  subject 
to  inspection.  See  41  CFR  §  101-20.301. 


March  2,  2004 


U.S.  PATENT  AND  TRADEMARK  OFFICE 


1280  OG  57 
(49) 


5.  Disturbances 

Disorderly  conduct  or  other  conduct  which  creates  a  loud  or 
unusual  noise  or  a  nuisance  which  impedes  or  disrupts  the 
performance  of  official  duties  by  Government  employees  or 
which  prevents  the  public  from  obtaining  the  administrative 
services  provided  on  the  property  in  a  timely  manner  is 
prohibited.  See  41  CFR  §  101-20.305. 

6.  Conformity  with  signs  and  directions 

Persons  on  the  PTO  premises  shall  at  all  times  comply  with 
the  ofificical  signs  of  a  prohibitory,  regulatoiy  or  directory 
nature  and  with  the  lawful  direction  of  PTO  employees. 

No  rude  or  abusive  conduct  to  PTO  employees  and  fellow 
users. 

No  food  or  beverages  are  permitted. 

No  smoking  except  in  designated  areas. 

No  mechanical  or  electronic  equipment  such  as  radios, 
televisions,  typewriters,  computers,  or  photographic  equipment 
may  be  used  without  prior  permission  from  the  Assistant 
Coimnissioner  for  Administration. 

No  use  of  PTO  telephone  and  office  equipment,  except  as 
specifically  designated  for  public  use. 

7.  Penalties  and  other  laws. 

Nothing  in  these  rules  shall  be  construed  to  abrogate  any 
other  Federal  laws  or  regulations  or  any  State  and  local  laws 
and  regulations  applicable  to  any  area  in  which  property  under 
the  charge  and  control  of  the  PTO  through  the  U.S.  General 
Services  Administration  is  situated.  See  40  U.S.C.  §§  318(c) 
and  486(c). 

41  CFR  §  101-20.315  provides  that  whoever  is  found  guilty 
of  violating  the  rules  of  conduct  on  Federal  property  contained 
in  41  CFR  §  101-20.3  while  on  any  property  under  the  charge 
and  control  of  the  U.S.  General  Services  Administration  is 
subject  to  a  fine  of  not  more  than  $50,  imprisonment  of  not 
more  than  30  days,  or  both.  See  40  U.S.C.  §  318c. 

Failure  to  follow  these  rules  may  result  in  immediate 
removal  from  the  premises,  suspension  of  user  privileges, 
and/or  enforcement  of  any  criminal  sanctions  that  may 
apply. 


Aug.  30,  1991 


THERSA  A.  BRELSFORD 

Assistant  Commissioner  for 
Administration 


eluded  among  the  items  being  submitted  to  the  Office.  If  any  of 
the  items  Usted  on  the  postcard  are  not  included  among  the 
items  being  submitted,  those  items  will  be  lined  through  and 
the  postcard  initialed  by  the  person  receiving  the  items.  The 
Office  will  stamp  the  receipt  date  on  the  postcard  and  place  it 
in  the  outgoing  mail  for  mailing  to  the  address  provided  on  the 
postcard.  See  Manual  of  Patent  Examining  Procedure  (MPEP) 
(8"^  ed.,  August  2001),  Section  503. 

The  customer  is  solely  responsible  for  placing  the  proper 
postage  on  the  self-addressed  postcard.  Proper  postage  means 
that  it  has  a  stamp  (or  stamps)  of  at  least  the  correct  stamp 
amount  or  a  meter  stamp/postmark  that  complies  with  United 
States  Postal  Service  (USPS)  requirements.  The  USPS  pro- 
vides in  its  Domestic  Mail  Manual  (DMM)  that  the  date  in  a 
meter  postmark  must  be  the  actual  date  of  deposit  with  limited 
exceptions  (i.e.,  mail  deposited  after  the  day's  last  scheduled 
collection  may  bear  the  actual  date  of  deposit  or  the  date  of  the 
next  scheduled  collection,  and  authorized  dispatch  prepared 
presort  mail  accepted  after  midnight  may  bear  the  previous 
day's  date).  The  USPS  also  provides  in  the  DMM  that  meter 
postmarks  used  to  prepay  reply  postage  must  not  show  the 
date.  Thus,  any  return  receipt  postcard  containing  a  dated 
meter  postmark  may  not  be  delivered  by  the  USPS  to  the 
address  provided  on  the  postcard.  This  is  because  the  postcard 
will  be  mailed  by  the  Office  substantially  after  the  date  on 
which  the  meter  postmark  is  printed  thereon  by  the  customer. 
Accordingly,  to  ensure  the  receipt  of  return  receipt  postcards, 
customers  must  either:  (1)  purchase  already  stamped  postcards 
from  the  USPS  or  affix  postage  stamps  to  their  postcards,  or  (2) 
if  a  postage  meter  is  used,  ensure  that  the  meter  postmark  does 
not  show  the  date  (as  is  set  forth  in  the  instructions  in  their 
postage  meter  license  agreement  regarding  prepay  reply  post- 
age). Once  the  Office  has  made  an  initial  attempt  to  mail  a 
postcard  receipt,  the  Office  cannot  assume  responsibility  for 
further  handling  any  postcard  bearing  improper  postage  that  is 
deemed  undeliverable  by  the  USPS. 

Any  questions  concerning  this  notice  should  be  directed  to 
Eugenia  Jones  or  Fred  Silverberg,  Senior  Legal  Advisors  in  the 
Office  of  Patent  Legal  Administration.  Ms.  Jones  can  be 
reached  by  telephone  at  (703)  306-5586  and  by  e-mail  at 
eugenia.jones@uspto.gov.  Mr.  Silverberg  can  be  reached  by 
telephone  at  (703)  305-8986  and  by  e-mail  at 
fred.silverberg@uspto.gov.  Questions  regarding  the  use  of 
postage  meters  and  meter  stamps  should  be  directed  to  the 
United  States  Postal  Service. 


October  9,  2001 


[1131  0G7] 


NICHOLAS  P  GODICI 

Acting  Under  Secretary  of 

Commerce  for  Intellectual  Property 

and  Acting  Director  of  the 

United  States  Patent 

and  Trademark  Office 


(49) 


SUMMARY: 


Use  of  a  Post  Card  as  a 

Receipt  for  Correspondence  in 

Patent-Related  Matters 


Anyone  who  uses  a  postage  meter  to  apply  postage  to  their 
return  receipt  postcards  must  ensure  that  the  meter  postmark 
on  such  postcards  does  not  show  the  date  to  ensure  their  receipt 
of  the  postcards. 

DISCUSSION: 

The  United  States  Patent  and  Trademark  Office  (Office) 
recently  published  a  notice  in  the  Official  Gazette  relating  to 
postcard  receipts  for  Trademark  papers.  See  "Use  of  a  Post 
Card  as  Receipt  for  Trademark  Papers  Filed",  1246  OG  42 
(May  8,  2001).  Similar  to  the  Trademark  Operation  of  the 
Office,  the  Patent  Operation  also  has  a  long-standing  practice 
of  providing  confirmation  of  the  receipt  of  papers  in  the  Office 
by  way  of  return  receipt  postcards.  A  receipt  of  any  item(s) 
filed  in  the  Office  may  be  obtained  by  enclosing  with  the 
item(s)  a  self-addressed  postcard  (with  the  proper  postage) 
specifically  identifying  the  item(s).  The  person  receiving  the 
item(s)  in  the  Office  will  promptly  compare  the  fisting  on  the 
postcard  against  the  item(s)  being  filed  to  verify  that  all  the 
items  listed  on  the  postcard  are  properly  identified  and  in- 


(50)  Improved  Pre-Exam  Notices  to 

Result  From  the  Deployment  of  the 

Patent  Application  Location  and  Monitoring 

(PALM)  Migration  Pre-examination  Subsystem 

SUMMARY: 

The  Patent  Application  Location  and  Monitoring  Migration 
(PALM-MG)  pre-examination  subsystem  in  the  Patent  and 
Trademark  Office  (PTO)  is  scheduled  to  be  deployed  in 
February,  2000.  Under  PALM-MG,  all  notices  issued  by  the 
Office  of  Initial  Patent  Examination  (OIPE)  regarding  new 
application  filings  shall  no  longer  be  manually  completed  on 
pre-printed  forms.  Instead,  all  such  notices  shall  be  computer 
generated  and  only  include  application  specific  information. 
Further,  the  information  on  and  the  format  of  filing  receipts 
issued  by  the  PTO  shall  change.  The  changes  are  expected  to 
result  in  notices  and  filing  receipts  which  are  simpler,  easier  to 
understand  and  of  higher  accuracy. 

BACKGROUND: 

The  Patent  and  Trademark  Office  (PTO)  expects  to  deploy  the 
first  stage  of  a  modernized  Patent  Application  Location  and 
Monitoring  system  (PALM)  in  February,  2000.  This  first  stage 
is  part  of  a  larger  PTO  redesign  project,  known  as  PALM 
Migration,  that  will  replace  the  existing  PALM  system,  in 
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stages,  over  the  next  few  years.  The  first  stage  of  PALM-MG 
implementation  involves  using  the  PALM-MG  pre-examina- 
tion  subsystem  in  the  Office  of  Initial  Patent  Examination 
(OIPE).  OIPE  will  use  the  PALM-MG  pre-examination  sub- 
system to:  (1)  complete  the  pre-examination  processing  of  U.S. 
national  applications;  (2)  support  the  patent  application  for- 
malities review  process  and  the  generation  of  correspondence 
with  applicants;  and  (3)  record  most  of  the  routine  events  that 
occur  during  the  pre-examination  processing  of  a  patent 
application  which,  for  example,  will  result  in  a  record  of 
documents  received  and  notices  sent.  U.S.  national  stage 
applications  under  35  U.S.C  §  371  are  processed  by  PCT 
Operations,  not  by  OIPE. 

Specifically,  OIPE  will  use  the  PALM-MG  pre-examination 
subsystem  when  performing  the  patent  application  formalities 
review  process  of  filed  application  papers  to  determine 
whether  (1)  the  papers  are  sufficient  so  an  application  filing 
date  can  be  granted;  (2)  the  appropriate  filing  fee  and  oath  or 
declaration  have  been  filed;  or  (3)  any  pages  of  specification  or 
figures  of  drawings  have  been  omitted.  The  PALM-MG  pre- 
examination  subsystem  will  then  be  used  to  generate  all 
outgoing  correspondence  related  to  the  pre-examination  pro- 
cessing of  the  filed  application  papers.  From  the  public's 
perspective,  the  most  apparent  change  resulting  from  OIPE's 
use  of  PALM-MG  will  be  that  the  notices  (e.g.,  the  notices 
used  to  inform  an  applicant  if  his/her  application  is  incomplete 
and/or  has  missing  parts  or  omitted  items)  and  filing  receipts 
issued  by  OIPE  will  look  different.  The  PTO  expects  that  the 
use  of  PALM-MG  will  result  in  greater  clarity  and  higher 
accuracy  in  the  information  communicated  in  the  notices  and 
filing  receipts  issued  by  OIPE. 

PALM-MG  CHANGES  IN  PRE-EXAM  NOTICES: 

OIPE  currently  uses  standardized  pre-printed  notices  to  inform 
an  apphcant  when  his/her  application  (1)  is  not  entitled  to  a 
filing  date  (e.g.,  "Notice  of  Incomplete  Application"  -  PTO 
1 123),  or  (2)  is  entitled  to  a  filing  date  but  does  not  include  the 
appropriate  filing  fee  and/or  oath  or  declaration  (e.g.,  "Notice 
to  File  Missing  Parts  of  Application"  -  PTO-1533),  and/or 
omits  any  of  the  pages  of  specification  or  figures  of  drawings 
(e.g.,  "Notice  of  Omitted  Items"  -  PTO- 1669).  The  standard- 
ized pre-printed  notices  are  also  used  to  inform  an  applicant 
about  other  informalities  in  the  application  papers,  such  as  an 
application  filed  in  a  language  other  than  English  without  a 
certified  translation.  As  the  PTO's  existing  PALM  system  is 
only  capable  of  printing  header  information  (which  includes 
basic  application  identifying  information  and  the  correspon- 
dence address)  on  pre-printed  notices,  the  balance  of  these 
pre-printed  notices  must  be  manually  completed  by  checking 
of  one  or  more  appropriate  blocks  or  hand-writing  in  informa- 
tion. In  some  circumstances,  more  than  one  such  manually 
completed  notice  is  necessary. 

Under  the  new  PALM-MG  pre-examination  subsystem,  how- 
ever, all  notices  shall  only  include  application  specific  infor- 
mation that  is  computer  generated.  First  a  formalities  examiner 
in  OIPE  will  review  the  submitted  application  papers  and 
complete  a  detailed  on-line  checklist.  Then  the  PALM-MG 
pre-examination  subsystem  will  process  the  information  from 
the  completed  checklist  and  determine  whether  a  notice  to  the 
applicant  is  necessary.  If  it  is,  the  PALM-MG  pre-examination 
subsystem  will  generate  a  single  comprehensive  notice  cus- 
tomized to  that  application.  Thus,  the  notice  will  include  only 
the  paragraphs  and  information  applicable  to  that  application, 
including  any  fee  amounts  that  are  due,  which  will  be 
calculated  by  the  PALM-MG  pre-examination  subsystem  tak- 
ing into  account  whether  the  applicant  has  small  entity  status, 
the  type  of  application,  the  number  and  types  of  claims,  and 
any  fee  amount  already  paid.  The  PALM-MG  pre-examination 
subsystem  will  also  be  used  to  generate  customized  notices 
when  notifying  an  applicant  about  abandonment,  termination 
of  proceedings,  or  new  or  changed  data  related  to  a  Customer 
Number. 

PALM-MG  CHANGES  IN  FILING  RECEIPTS: 

After  implementation  of  the  PALM-MG  pre-exam  subsystem, 
the  PTO  will  continue  to  issue  filing  receipts;  however,  the 
previous  two-sided  blue  filing  receipt  will  be  replaced  by  a 
white  filing  receipt  with  two  holes  punched  in  the  top,  printed 
on  only  one  side,  with  additional  pages  when  necessary.  Other 
visible  changes  in  filing  receipts  are  as  follows: 


1 .  The  field  for  attorney  docket  number  has  been  expanded 
to  25  alphanumeric  characters,  and  can  accommodate  mixed 
case  letters,  spaces,  and  commas  (not  previously  acceptable). 
The  attorney  docket  numbers  which  appear  on  customers' 
monthly  deposit  account  statements,  however,  will  not  reflect 
these  changes  since  the  financial  accounting  system  is  a 
separate  automated  system.  An  updated  version  of  the  Revenue 
and  Accounting  Management  (RAM)  system  expected  to  be 
released  in  the  current  fiscal  year  2000  and  will  include  an 
expanded  attorney  docket  number  field  consistent  with  the 
PALM-MG  pre-examination  subsystem; 

2.  All  the  remaining  fields  of  data  printed  on  the  filing 
receipt  will  be  in  mixed  case  letters  rather  than  all  in  upper  case 
letters  as  before;  and 

3.  An  asterisk  shall  appear  next  to  any  continuity  data  to 
indicate  when  applicant's  continuity  data  differs  from  the 
PTO's  data.  When  an  applicant  claims  priority  of  a  previously 
filed  application,  the  PALM-MG  pre-examination  subsystem 
will  be  used  to  check  the  data  on  the  previously  filed 
application  and  whether  the  PTO  has  recorded  any  continuity 
data  for  the  previously  filed  application.  Thus,  the  PALM-MG 
pre-examination  subsystem  will  retrieve  all  the  continuity  data 
on  all  prior  applications  when  recording  continuity  in  the 
apphcation  claiming  priority.  The  formalities  examiner,  when 
completing  the  detailed  checklist,  will  compare  the  retrieved 
PTO  data  with  the  data  submitted  by  applicant.  Any  inconsis- 
tencies in  the  data  involving  the  filing  date,  patent  number  or 
status  of  any  priority  application  will  be  entered  into  the 
system,  and  result  in  an  asterisk  being  printed  next  to  the 
continuity  data  on  the  fifing  receipt,  along  with  an  explanatory 
note  indicating  that  the  continuity  data  is  inconsistent  with 
PTO  records.  Any  request  for  correction  of  continuity  data  for 
a  previously  filed  priority  application  must  be  directed  to  the 
priority  application  whose  data  is  incorrect  and  not  to  the 
application  for  which  the  filing  receipt  was  issued. 

ISSUANCE  OF  ADDITIONAL,  OR  CORRECTED,  FILING 
RECEIPTS: 

OIPE  currently  issues  a  filing  receipt  at  the  time  an  application 
is  accorded  a  filing  date,  and  issues  an  additional  filing  receipt, 
without  charge,  if  the  filing  fee  and/or  oath  or  declaration  are 
submitted  after  the  filing  date  of  the  application.  The  PTO  also 
issues  a  corrected  filing  receipt,  without  charge  (regardless  of 
fault),  when  correction  of  a  filing  receipt  is  requested  by  the 
applicant. 

OIPE  has  recently  taken  steps  to  expedite  the  process  of 
handling  requests  for  corrected  filing  receipts.  Previously,  it 
was  necessary  to  locate  and  retrieve  the  application  file  in 
order  to  make  corrections.  The  new  process  involves  viewing 
a  scanned  image  of  the  apphcation  documents,  as  filed,  thereby 
eliminating  the  need  to  retrieve  the  application  file.  If  desired 
corrections  and/or  changes  to  a  fifing  receipt  are  based  on 
information  that  was  not  present  in,  or  has  changed  from,  the 
apphcation,  as  filed,  applicant  should  submit  supporting  docu- 
ments (e.g.,  the  executed  declaration)  and  a  marked-up  copy  of 
the  fifing  receipt  along  with  the  request  for  corrections. 
Whenever  possible,  applicants  should  submit  requests  for 
corrected  filing  receipts  along  with  the  reply  to  an  OIPE  notice 
since  an  additional  filing  receipt  is  automatically  generated 
when  the  reply  is  processed. 

USE  OF  A  CUSTOMER  NUMBER: 

The  PTO  strongly  encourages  the  use  of  Customer  Numbers  in 
order  for  applicants  to  obtain  even  greater  accuracy  in  their 
filing  receipts  and  notices.  A  Customer  Number  may  be  used  to 
designate  the  address  associated  with  the  Customer  Number  as 
the  correspondence  address  of  an  application  or  the  fee  address 
of  a  patent,  and  to  submit  a  power  of  attorney  in  an  application 
or  patent  to  the  registered  practitioners  associated  with  the 
Customer  Number.  See  MPEP  §  403.  Since  the  use  of  a 
Customer  Number  significantly  reduces  the  amount  of  data 
that  must  be  entered  into  the  PALM-MG  system,  the  data  in  the 
PALM-MG  system  and  the  correspondence  address  appearing 
on  the  filing  receipt  and  any  notices  should  be  more  accurate. 
The  use  of  a  Customer  Number  also  permits  a  change  of 
correspondence  address  or  a  change  in  practitioners  of  a  law 
firm  to  be  made  in  multiple  applicafions  through  a  single  paper 
directed  to  the  Customer  Number,  rather  than  separate  papers 
directed  to  each  application. 
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Questions  regarding  this  change  in  procedure  should  be 
directed  to  the  Office  of  Initial  Patent  Examination  Customer 
Service  Center  at  (703)  308-1202. 


February  9,  2000 


NICHOLAS  P.  GODICI 

Acting  Assistant  Commissioner 

for  Patents 


[1231  OG  122] 


(5 1 )  DEPARTMENT  OF  COMMERCE 

Patent  and  Trademark  OflBce 

37  CFR  Parts  1  and  3 

[Docket  No.:  2003-P-019] 

RIN  0651-AB63 

Clarification  of  Power  of  Attorney  Practice,  and 
Revisions  to  Assignment  Rules 

AGENCY:  United  States  Patent  and  Trademark  Office,  Com- 
merce. 

ACTION:  Notice  of  proposed  rule  making. 

SUMMARY:  The  United  States  Patent  and  Trademark  Office 
(Office)  is  proposing  changes  to  the  rules  of  practice  to  allow 
for  more  efficient  processing  of  powers  of  attorney  and 
assignment  documents  within  the  Office.  For  example,  the 
Office  proposes  to  require  applicants  to  use  the  Office's 
Customer  Number  practice  if  a  power  of  attorney  is  to  be  given 
to  more  than  ten  registered  patent  practitioners.  In  addition,  the 
Office  proposes  to  discontinue  the  current  Office  practice  of 
returning  patent  and  trademark  assignment  documents  submit- 
ted by  mail  for  recording  in  the  assignment  database,  and  to 
dispose  of  the  documents  according  to  a  record  retention 
schedule  after  scaiming. 

DATES:  To  be  ensured  of  consideration,  written  comments 
must  be  received  on  or  before  August  26,  2003.  No  public 
hearing  will  be  held. 

ADDRESSES:  Comments  should  be  sent  by  electronic  mail 
over  the  Internet  addressed  to:  AB 63 .comments @ uspto. gov. 
Comments  may  also  be  submitted  by  mail  addressed  to:  Mail 
Stop  Comments — Patents,  Commissioner  for  Patents,  P.O.  Box 
1450,  Alexandria,  VA  22313-1450;  or  by  facsimile  to  (703) 
872-9411,  marked  to  the  attention  of  Karin  Ferriter.  Although 
comments  may  be  submitted  by  mail  or  facsimile,  the  Office 
prefers  to  receive  comments  via  the  Internet.  If  comments  are 
submitted  by  mail,  the  Office  would  prefer  that  the  comments 
be  submitted  on  a  DOS  formatted  3  1/2-inch  disk  accompanied 
by  a  paper  copy. 

The  comments  will  be  available  for  public  inspection  at  the 
Office  of  Patent  Legal  Administration,  Office  of  the  Deputy 
Commissioner  for  Patent  Examination  Pohcy,  located  at  Room 
3D65  of  Crystal  Plaza  3/4,  2201  South  Clark  Place,  ArUngton, 
Virginia,  and  will  be  available  through  anonymous  file  transfer 
protocol  (ftp)  via  the  Internet  (address:  http://www.uspto.gov). 
Since  comments  will  be  made  available  for  public  inspection, 
information  that  is  not  desired  to  be  made  pubhc,  such  as  an 
address  or  phone  number,  should  not  be  included  in  the 
comments. 

FOR  FURTHER  INFORMATION  CONTACT:  Karin  Fer- 
riter ((703)  306-3159)  (Office  of  the  Deputy  Commissioner  for 
Patent  Examination  Pohcy,  Mary  Hannon  ((703)  308-8910, 
ext.  137)  (Office  of  the  Commissioner  for  Trademarks),  or 
Robert  J.  Spar  ((703)  308-5107)  (Office  of  the  Deputy  Com- 
missioner for  Patent  Examination  Policy),  directly  by  phone, 
or  by  facsimile  to  (703)  872-9411,  or  by  mail  addressed  to: 
Mail  Stop  Comments — Patents,  Commissioner  for  Patents, 
FO.  Box  1450,  Alexandria,  VA  22313-1450. 

SUPPLEMENTARY  INFORMATION:  The  rules  pertaining 
to  access  to  assignment  documents  and  other  records  related  to 
assignments  are  proposed  to  be  clarified.  In  addition,  the  rules 
pertaining  to  power  of  attorney  are  proposed  to  be  revised  to 
reflect  Customer  Number  practice,  a  practice  wherein  an 
applicant  or  an  assignee  of  the  entire  interest  in  an  application 
can  give  power  of  attorney  to  a  list  of  registered  patent 
practitioners  associated  with  a  Customer  Number.  See  Manual 


of  Patent  Examining  Procedure  (8th  ed.  2001)  (Rev.  1,  Feb. 
2003)  (MPEP),  Section  403  for  a  description  of  Customer 
Number  practice.  The  rules  are  also  proposed  to  be  revised  to 
explain  the  requirements  of  a  power  of  attorney  and  to  limit  the 
number  of  attorneys  who  may  be  given  a  power  of  attorney 
without  using  Customer  Number  practice.  Furthermore,  the 
rules  are  proposed  to  be  amended  to  discontinue  the  "associ- 
ate" power  of  attorney  practice,  to  clarify  the  procedures 
related  to  revocation  of  power  of  attorney,  and  to  clarify  how 
a  registered  practitioner  may  sign  a  document  in  a  representa- 
tive capacity. 

Documents  affecting  the  title  to  a  patent  or  trademark 
property  (e.g.,  assignments,  or  security  interests)  are  currently 
recorded  in  the  Office's  assignment  database,  upon  submission 
of  the  document  with  the  appropriate  cover  sheet  and  the  fee 
required  by  35  U.S.C.  41(d)(1).  In  addition.  Government 
Interests  are  recorded,  upon  submission  of  the  document,  as 
required  by  Executive  Order  9234  of  February  18,  1944  (9  FR 
1959,  3  CFR  1943-1948  Comp.,  p.  303).  Since  1995,  assign- 
ment documents  have  been  recorded  in  the  Office's  Assign- 
ment database  without  stamping  or  otherwise  marking  the 
document  that  was  submitted  for  recordation.  The  automated 
system  that  receives  documents  for  recordation  assigns  the  reel 
and  frame  number  to  the  document  and  places  the  recordation 
stampings  on  the  images  that  are  stored  in  the  automated 
system. 

Currently,  the  Office  returns  an  assignment  document  only  if 
it  was  mailed  to  the  Office.  The  Office  does  not  return 
assignment  documents  that  are  submitted  by  facsimile  or 
electronically.  When  the  Office  returns  the  document  submitted 
by  mail  for  recordation,  the  document  that  is  returned  is 
exactly  the  same  as  the  document  that  was  submitted,  except 
that  assignment  documents  submitted  with  an  application  may 
also  contain  a  bar  code  for  the  application  number  and  a  mail 
room  date  stamp.  The  Office  does  not  stamp  or  otherwise 
indicate  the  reel  and  frame  number  on  the  actual  document  that 
is  submitted  for  recordation.  See  Facsimile  Submission  of 
Assignment  Documents  is  Now  Available  to  PTO  Customers 
posted  on  the  Office's  Internet  Web  site  at:  http://www.usp- 
to.gov/web/offices/ac/ido/opr/ptasfax.pdf  (Jan.  5,  2000),  and 
Update  on  Facsimile  Submission  of  Assignment  Documents  to 
the  USPTO,  1237  Off.  Gaz.  Pat.  Office  81  (Aug.  15,  2000).  The 
Office's  electronic  filing  system  for  patent  appUcations  is 
discussed  at  Legal  Framework  for  the  Use  of  the  Electronic 
Filing  System,  1263  Off.  Gaz.  Pat.  Office  60,  61  (Oct.  8.  2002). 

As  part  of  an  effort  to  transform  the  Office  into  a  quality- 
focused,  highly  productive,  responsive  organization  supporting 
a  market-driven  intellectual  property  system,  the  Office  is 
migrating  to  electronic  files  from  paper  files.  See  Changes  To 
Implement  Electronic  Maintenance  of  Official  Patent  Applica- 
tion Record,  68  FR  14365  (Mar.  25,  2003),  1269  Off.  Gaz.  Pat. 
Office  166  (Apr.  22,  2003)  (proposed  rule).  As  part  of  this 
migration,  all  papers  received  in  the  Office  on  paper  will  be 
scanned  and  transmitted  electronically  within  the  (Dffice.  With 
this  new  procedure,  the  Office  will  be  unable  to  forward  some 
paper  copies  of  documents  to  one  part  of  the  Office  (e.g., 
assignments  to  Assignment  Services  Division)  and  otherwise 
store  other  papers  (e.g.,  retain  the  paper  copies  of  amendments 
according  to  the  retention  schedule).  All  documents  will  need 
to  be  processed  in  the  same  manner;  as  a  result,  the  Office 
carmot  accept  8  1/2  by  14-inch  paper  for  assignment  docu- 
ments but  only  8  1/2  by  11 -inch  paper  for  all  other  correspon- 
dence. 

Currently,  an  assignment  document  cannot  be  faxed  to  the 
Office  unless  the  patent  apphcation  number  or  patent  number, 
trademark  serial  number  or  trademark  registration  number  is 
provided.  As  a  result,  on  filing  a  patent  application,  applicants 
routinely  include  a  copy  of  an  assignment  with  the  original 
application  papers.  Under  the  proposed  new  practice,  appli- 
cants may  continue  to  file  a  copy  of  the  assignment  document 
with  the  application  papers,  but  should  not  anticipate  a  return 
of  the  submitted  copy  of  the  assignment  document;  only  a 
Notice  of  Recordation  will  be  transmitted  to  the  party  request- 
ing recordation  by  the  Office.  To  assist  applicants  in  matching 
the  Notice  of  Recordation  transmitted  by  the  Office  with 
applications  known  to  have  been  filed  on  a  certain  day,  the 
Notice  of  Recordation  will  be  revised  to  indicate  the  title  of 
invention. 

Discussion  of  Specific  Rules 

Section  I.l:  The  Office  proposes  to  revise  §  1.1(a)(4)  to 
delete  "or  under  §  3.81  of  this  chapter."  Under  the  proposed 
rule,  the  Office  will  no  longer  permit  the  submission  of  an 
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assignment  document  together  with  the  issue  fee  payment  or  a 
request  to  issue  a  patent  to  an  assignee.  Instead,  the  assignment 
documents  (with  cover  sheets)  should  be  faxed  to  (703) 
306-5995,  submitted  through  one  of  the  electronic  filing 
systems,  or  submitted  in  a  separate  envelope  and  be  sent  to 
Mail  Stop  Assignment  Recordation  Services,  Director  of  the 
United  States  Patent  and  Trademark  Office,  PO  Box  1450, 
Alexandria,  VA  22313-1450.  This  will  permit  the  assignment 
document  to  be  recorded  more  quickly  as  it  will  be  directly 
routed  to  the  appropriate  area  of  the  Office  for  recording. 

Section  1.12:  The  Office  proposes  to  amend  §  1.12(b)  to 
replace  "has  not  been  published  under  35  U.S.C.  122(b)  are  not 
available  to  the  public"  with  "is  open  to  the  public  pursuant  to 
§  1.11  or  for  which  copies  or  access  may  be  supplied  pursuant 
to  §  1.14  are  available  to  the  public"  in  order  to  clarify  the 
assignment  records  that  are  available  to  the  public.  Paragraph 
(b)  of  §  1.12  is  further  proposed  to  be  amended  to  provide  that 
copies  of  any  such  assignment  records  and  related  information 
that  are  not  available  to  the  public  shall  be  obtainable  only 
upon  written  authority  of  the  applicant  or  applicant's  assignee, 
patent  attorney,  or  patent  agent  or  upon  a  showing  that  the 
person  seeking  such  information  is  a  bona  fide  prospective  or 
actual  purchaser,  mortgagee,  or  licensee  of  such  application, 
unless  it  shall  be  necessary  to  the  proper  conduct  of  business 
before  the  Office  or  as  provided  in  part  1. 

As  proposed  to  be  revised,  §  1.12(b)  more  clearly  provides, 
for  example,  for  an  application  that  is  relied  upon  under  35 
U.S.C.  120  in  an  application  that  has  issued  as  a  patent,  any 
assignment  records  relating  to  the  parent  application  could  be 
considered  to  relate  to  the  patent.  Without  the  amendment  to  § 
1.12(b),  the  rule  suggests  that  the  assignment  records  for  the 
parent  application  are  not  available  to  the  public.  This  was  not 
the  intended  construction,  and  it  is  inconsistent  with  MPEP  § 
301.01.  Under  proposed  §  1.12(b),  the  assignment  records  for 
the  parent  application  of  a  patent,  or  an  application  that  has 
published  under  35  U.S.C.  122(b),  would  be  open  to  public 
inspection. 

Section  1.31:  The  Office  proposes  to  revise  the  title  to  refer  to 
"registered  patent  attorney  or  patent  agent"  and  to  revise  §  1.31 
to  introduce  the  term  "power  of  attorney." 

Section  1.32:  The  Office  proposes  a  new  §  1.32  to  define 
"power  of  attorney"  and  "Customer  Number,"  among  other 
things,  and  to  set  forth  the  requirements  for  a  power  of 
attorney.  "Power  of  attorney"  is  defined  in  paragraph  (a)(1)  of 
§  1.32  as  a  written  document  by  which  a  principal  designates 
an  agent  to  act  on  his  or  her  behalf.  A  power  of  attorney 
includes  an  authorization  of  an  agent.  "Principal"  is  defined  in 
paragraph  (a)(2)  of  §  1.32  as  either  the  applicant  for  patent  (§ 
1.41(b))  or  the  assignee  of  the  entire  interest,  and  the  entity 
who  executes  a  power  of  attorney  designating  one  or  more 
agents  to  act  on  his  or  her  behalf.  "Revocation"  is  defined  in 
paragraph  (a)(3)  of  §  1.32  as  the  cancellation  by  a  principal  of 
the  authority  previously  given  by  the  principal  to  an  agent. 
"Customer  Number"  is  defined  in  paragraph  (a)(4)  of  §  1.32  to 
be  a  number  that  may  be  used  to:  (i)  Designate  the  correspon- 
dence address  of  a  patent  application  such  that  the  correspon- 
dence address  for  the  patent  application  would  be  the  address 
associated  with  the  Customer  Number;  (ii)  designate  the  fee 
address  (37  CFK  1.363)  of  a  patent  by  a  Customer  Number 
such  that  the  fee  address  for  the  patent  would  be  the  address 
associated  with  the  Customer  Number;  and  (iii)  specify,  in  a 
power  of  attorney,  that  each  of  the  practitioners  associated  with 
a  Customer  Number  have  a  power  of  attorney. 

Paragraph  (b)  of  proposed  §  1.32  sets  forth  the  requirements 
for  a  power  of  attorney,  other  than  a  power  of  attorney  in  an 
international  application  (see  §  1.455  for  the  power  of  attorney 
in  an  international  application  and  note  that  Customer  Number 
practice  cannot  be  used  in  an  international  application).  To  be 
vahd,  the  power  of  attorney,  in  an  application  other  than  an 
international  application,  must:  (1)  Be  in  writing;  (2)  name  as 
agent  either:  (i)  One  or  more  joint  inventor  (see  §  1.45),  (ii)  up 
to  ten  registered  patent  attorneys,  registered  patent  agents,  or 
other  individuals  authorized  to  practice  before  the  United 
States  Patent  and  Trademark  Office  in  patent  cases  (see  §  10.6 
and  §  10.9(a)  and  (b)  of  this  subchapter),  or  (iii)  those 
registered  patent  practitioners  associated  with  a  Customer 
Number;  (3)  give  the  agent  power  to  act  on  behalf  of  the 
principal;  and  (4)  be  executed  by  the  principal. 

The  new  §  1.32  is  proposed  to  set  a  limit  on  the  number  of 
patent  practitioners  who  can  be  given  a  power  of  attorney 
without  using  Customer  Number  practice  because  it  is  ex- 


tremely burdensome  for  the  Office  to  manually  enter  a  long  list 
of  patent  practitioners,  particularly  where  the  same  list  of 
patent  practitioners  is  to  be  entered  for  a  large  number  of 
applications.  Applicants  desiring  to  appoint  a  large  number  of 
patent  practitioners  may  continue  to  do  so,  but  to  appoint  more 
than  ten,  use  of  Customer  Number  practice  will  be  required.  If 
a  power  of  attorney  is  submitted  listing  more  than  ten  patent 
practitioners,  and  the  rules  are  revised  as  proposed,  no  patent 
practitioners  will  be  entered  into  the  Office's  computer  systems 
because  the  power  of  attorney  would  not  comply  with  the 
rules.  Furthermore,  the  power  of  attorney  would  not  be 
"partially  accepted"  so  as  to  only  accept,  for  example,  the  first 
ten  patent  practitioners.  This  policy  is  consistent  with  the 
Office  practice  of  not  entering  just  a  part  of  a  paper  that 
comphes  with  the  rules.  As  a  result,  if  the  power  of  attorney 
lists  more  than  ten  patent  practitioners  and  does  not  give  power 
of  attorney  to  a  Customer  Number,  then  applicant  will  be  sent 
a  notice  to  either  submit  a  power  of  attorney  with  ten  or  fewer 
patent  practitioners  or  to  use  Customer  Number  practice.  For 
example,  if  more  than  ten  patent  practitioners  have  been  named 
in  a  combined  declaration  and  power  of  attorney  (e.g.,  from  an 
earlier  filed  application  (see  §  1.63(d)(l)(iv))),  then  the  Office 
of  Initial  Patent  Examination  will  mail  a  notice  requiring  a  new 
power  of  attorney.  If  the  application  has  been  assigned,  the  new 
power  of  attorney  should  be  signed  by  the  assignee  of  the 
entire  interest. 

Although  any  power  of  attorney  listing  more  than  ten  patent 
practitioners  would  be  given  a  paper  number  and  physically 
entered  into  the  patent  application  file,  the  patent  practitioners 
so  listed  would  not  be  of  record  (entered  into  the  Office 
computer  system  or  permitted  to  sign  an  express  abandon- 
ment). Customer  Number  practice  allows  the  Office  to  enter  a 
single  five  or  six  digit  number  into  the  power  of  attorney  field 
instead  of  a  large  number  of  patent  practitioners  and  is  a  more 
appropriate  use  of  Office  resources.  See  MPEP  §  403. 

Section  1.33:  Section  1.33  is  proposed  to  be  revised  to  reflect 
Customer  Number  practice.  If  applicant  provides,  in  a  single 
document,  both  a  complete  typed  address  and  a  Customer 
number  and  requests  that  both  be  used  for  the  correspondence 
address,  the  address  associated  with  the  Customer  Number  will 
be  used.  Section  1.33(a)  is  proposed  to  be  revised  to  include 
the  following  sentence:  "If  more  than  one  correspondence 
address  is  specified  in  a  single  document,  the  Office  will 
establish  one  as  the  correspondence  address  and  will  use  the 
address  associated  with  a  Customer  Number,  if  the  address 
associated  with  a  Customer  Number  is  one  of  the  addresses 
given."  Applicants  will  often  specify  the  correspondence 
address  in  more  than  one  paper  that  is  filed  with  an  application, 
and  the  address  given  in  the  different  places  sometimes 
conflicts.  Where  the  applicant  specifically  directs  the  Office  to 
use  a  correspondence  address  in  more  than  one  paper,  priority 
will  be  accorded  to  the  correspondence  address  specified  in  the 
following  order:  (1)  Application  data  sheet  (ADS);  (2)  AppH- 
cation  transmittal;  (3)  Oath  or  declaration  (unless  power  of 
attorney  is  more  current);  and  (4)  Power  of  attorney.  Accord- 
ingly, if  the  ADS  includes  a  typed  correspondence  address,  and 
the  declaration  gives  a  different  address  (i.e.,  the  address 
associated  with  a  Customer  Number)  as  the  correspondence 
address,  the  Office  will  use  the  typed  correspondence  address 
as  included  on  the  ADS.  In  the  experience  of  the  Office,  the 
ADS  is  the  most  recently  created  document  and  tends  to  have 
the  most  current  address.  After  the  correspondence  address  has 
been  entered  according  to  the  above  procedure,  it  will  only  be 
changed  pursuant  to  §  1.33(a)(1). 

Paragraph  (b)(1)  of  §  1.33  is  proposed  to  be  revised  to 
change  the  reference  from  §  1.34(b)  to  proposed  new  §  1.32. 

Paragraph  (b)(2)  of  §  1.33  is  proposed  to  be  revised  to 
change  §  1.34(a)  to  §  1.34  to  be  consistent  with  the  proposal  to 
revise  §  1.34. 

Paragraph  (c)  of  §  1.33  is  proposed  to  be  revised  to  change 
the  cross-reference  to  §  1.32(b)  instead  of  §  1.34(b)  and  to 
change  the  reference  to  §  1.34(a)  to  §  1.34  to  be  consistent  with 
the  proposed  revision  to  §  1.34. 

Section  1.34:  The  Office  proposes  to  revise  title  to  "Acting  in 
a  Representative  Capacity."  The  paragraph  designation  for 
paragraph  (a)  is  proposed  to  be  deleted  and  ",  pursuant  to  § 
1.31,"  is  proposed  to  be  deleted  for  clarity.  In  addition,  "a 
registered  patent  attorney  or  patent  agent  should  specify  his  or 
her  registration  number  with  his  or  her  signature"  is  proposed 
to  be  changed  to  "a  registered  patent  attorney  or  patent  agent 
must  specify  his  or  her  exact  name,  as  registered,  and  the 
registration   number  with   his   or  her   signature."   When   a 
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registered  patent  attorney  or  patent  agent  acts  in  a  representa- 
tive capacity,  it  should  be  clear  who  is  signing  the  paper.  Since 
signatures  are  not  always  legible,  it  is  necessary  for  the 
registered  patent  attorney  or  agent  to  specify  his  or  her 
registration  number,  and  also  to  include  his  or  her  exact  name 
so  that  the  identity  of  the  person  who  is  acting  in  a  represen- 
tative capacity  may  be  identified. 

Paragraph  (b)  of  §  1.34  is  proposed  to  be  deleted.  With 
Customer  Numlser  practice,  the  associate  power  of  attorney 
practice  set  forth  in  §  1.34(b)  is  no  longer  necessary  because 
once  power  of  attorney  is  given  to  the  patent  practitioners 
associated  with  a  Customer  Number,  each  attorney  associated 
with  the  Customer  Number  has  an  equal  right  to  change  the  list 
of  patent  practitioners  associated  with  that  Customer  Number. 
Customer  number  practice  is  also  preferable  to  having  an 
associate  power  of  attorney  practice  because  when  a  principal 
attorney  gives  an  associate  power  of  attorney,  and  the  principal 
attorney  subsequently  dies  or  withdraws  as  attorney,  the 
associate  power  of  attorney  is  terminated.  The  termination  of 
the  authority  of  the  associate  attorney  is  difficult  for  the  Office 
to  enforce.  When  Customer  Number  practice  is  used,  the  death 
or  withdrawal  of  an  attorney  originally  associated  with  the 
Customer  Number  has  no  impact  upon  practitioners  who  later 
become  associated  with  the  Customer  Number,  and  as  a  result, 
Customer  Number  practice  is  more  efficient  for  the  Office  to 
administer  than  the  associate  power  of  attorney  practice. 
Furthermore,  an  applicant  or  assignee  who  gives  power  of 
attorney  to  a  limited  number  of  patent  practitioners  has 
expressed  a  desire  to  be  represented  by  only  those  patent 
practitioners.  As  §  1.34  is  proposed  to  be  revised,  if  Customer 
Number  practice  is  not  used,  an  applicant  or  assignee  will  be 
required  to  sign  a  new  power  of  attorney  in  order  for  an 
associate  practitioner  to  be  "of  record"  instead  of  the  specifi- 
cally identified  principal  patent  practitioner.  Of  course,  a 
registered  patent  practitioner  may  still  act  in  a  representative 
capacity  pursuant  to  §  1.34  (by  providing  his  or  her  exact  name 
and  a  registration  number  with  his  or  her  signature),  and  the 
proposed  rule  changes  do  not  propose  to  change  this  flexibiUty. 

Section  1.36:  The  Office  proposes  to  delete  "or  authorization" 
from  the  title  and  to  revise  §  1.36  to  include  new  paragraphs  (a) 
and  (b)  to  address  revocation  of  power  of  attorney  in  one 
paragraph  and  withdrawal  in  another  paragraph.  In  addition, 
"or  authorization  of  agent"  is  proposed  to  be  deleted  since  the 
term  "power  of  attorney"  has  been  defined  to  include  an 
authorization  of  an  agent.  The  cross-reference  to  §  1.31  is 
proposed  to  be  changed  to  §  1.32(b). 

Paragraph  (a),  as  proposed  to  be  revised,  addresses  revoca- 
tion of  a  power  of  attorney.  A  registered  patent  attorney  or 
patent  agent  will  be  notified  of  the  revocation,  except  that 
where  the  power  of  attorney  is  to  the  patent  practitioners 
associated  with  a  Customer  Number,  the  notice  is  only  given 
when  the  power  of  attorney  to  the  practitioners  associated  with 
the  Customer  Number  is  revoked.  When  the  power  of  attorney 
is  revoked,  a  single  notice  is  mailed  to  the  correspondence 
address  in  effect  before  the  power  of  attorney  was  revoked.  An 
associate  registered  patent  attorney  or  patent  agent  whose 
address  is  the  same  as  that  of  the  principal  registered  patent 
attorney  or  patent  agent  is  not  separately  informed  of  a 
revocation.  As  a  result,  the  Office  has  proposed  to  delete  the 
suggestion  in  the  rule  that  such  an  associate  practitioner  would 
be  notified  of  the  revocation  of  power  of  attorney. 

When  power  of  attorney  is  given  to  the  registered  patent 
attorneys  and  patent  agents  associated  with  a  Customer  Num- 
ber, for  example  with  PTO/SB/8 1 ,  the  list  of  patent  practitio- 
ners associated  with  the  Customer  Number  is  changed  by 
changing  the  data  associated  with  the  Customer  Number 
(using,  for  example  PTO/SB/124  (2  pages  124A  &  124B), 
Request  for  Customer  Number  Data  Change).  No  notice  is 
given  to  the  patent  practitioners  who  are  added  or  removed 
from  the  Customer  Number  when  they  are  added  or  removed. 

As  to  proposed  paragraph  (b)  of  §  1.36,  the  paragraph  is 
proposed  to  be  revised  to  state  that  when  the  power  of  attorney 
for  an  appUcation  is  given  to  a  Customer  Number,  all  of  the 
patent  practitioners  associated  with  the  Customer  Number  may 
not  be  permitted  to  withdraw  if  an  application  with  the  power 
of  attorney  to  the  patent  practitioners  associated  with  the 
Customer  Number  has  an  Office  action  to  which  a  reply  is  due 
and  insufficient  time  remains  in  a  period  for  reply  for  applicant 
to  prepare  a  reply.  See  MPEP  Section  402.06. 

Section  3.1:  The  Office  proposes  to  revise  §  3.1  to  identify 
which  trademark  applications  are  covered  by  37  CFR  part  3, 
and  to  delete  "or  a  transfer  of  its  entire  right,  title  and  interest 


in  a"  so  that  the  definition  of  an  assignment  includes  a  transfer 
of  part  of  the  right,  title  and  interest  in  a  registered  mark  or  a 
mark  for  which  an  application  to  register  has  been  filed.  The 
Office  also  proposes  to  revise  §  3.1  to  add  "United  States" 
before  "Patent  and  Trademark  Office"  in  the  definition  of 
"Office"  to  properly  reflect  the  current  name  of  the  Office  in  the 
rule.  See  35  U.S.C.  1(a). 

Section  3.12:  The  Office  proposes  to  add  §  3.12  to  identify 
those  trademark  applications  or  registrations  that  are  not 
covered  by  37  CFR  part  3.  In  paragraph  (a)  of  §  3.12,  with 
regard  to  trademark  applications  or  registrations  that  are  not 
covered  by  37  CFR  part  3,  the  documents  related  to  a  holder's 
right  to  dispose  of  an  international  trademark  registration  are 
required  to  be  recorded  by  the  International  Bureau  of  the 
World  Intellectual  Property  Organization.  New  paragraph  (b) 
of  §  3.12  provides  that  when  the  Office  is  notified  by  the 
International  Bureau  of  an  assignment  or  restriction  of  a 
holder's  right  of  disposal  of  an  international  registration  with 
an  extension  of  protection  to  the  United  States,  the  Office  will 
take  note  of  the  assignment  or  restriction  in  its  records. 

Section  3.24:  The  Office  proposes  to  revise  §  3.24  to  include 
two  paragraphs,  namely,  paragraphs  (a)  and  (b). 

Proposed  new  paragraph  (a)  addresses  documents  and  cover 
sheets  for  electronic  submissions,  and  requires  all  documents 
to  be  submitted  electronically  to  be  submitted  as  digitized 
images  in  Tagged  Image  File  Format  (TIFF).  In  addition,  when 
printed  to  a  paper  size  of  8  1/2  by  11  inches  (21.6  by  27.9  cm) 
("letter  size")  or  DIN  size  A4  (21.0  by  29.7  cm),  the  document 
must  be  legible  and  a  one-inch  (2.5  cm)  margin  must  be 
present  on  all  sides. 

Proposed  new  paragraph  (b)  addresses  documents  and  cover 
sheets  for  paper  and  facsimile  submissions.  Section  3.24(b)  is 
proposed  to  provide  that  for  paper  submissions  (e.g.,  docu- 
ments that  are  mailed  to  the  Office)  the  original  document  may 
no  longer  be  submitted. 

Proposed  new  paragraph  (b)  provides  that  "Either  a  legible 
true  copy  of  the  original  document  or  a  legible  extract  of  the 
original  document"  may  be  submitted  for  recordation.  Para- 
graph (b)  also  includes  an  explanation  to  explain  why  original 
documents  should  not  be  submitted  for  recording:  "The  Office 
will  not  return  recorded  documents,  so  original  documents 
must  not  be  submitted  for  recording."  As  explained  above,  the 
Office  is  moving  to  uniform  processing  of  incoming  papers, 
with  incoming  papers  being  scanned  upon  receipt,  electroni- 
cally routed  within  the  Office,  and  an  appropriate  reply  being 
mailed.  With  this  uniform  procedure,  the  Office  will  not  return 
assignment  documents  submitted  for  recordation.  As  a  result, 
the  Office  is  not  permitting  the  submission  of  originals  of 
assignment  documents,  and  instead  is  requiring  that  a  legible 
true  copy  or  a  legible  extract  of  an  original  document  be 
submitted.  The  term  "an  extract  of  the  original  document"  is 
being  added  to  reflect  the  current  practice  of  submitting 
redacted  copies  of  assignment  documents,  where  part  of  an 
assignment  discusses  matters  other  than  assigimient  of  inter- 
ests related  to  a  patent  or  a  trademark. 

The  Office  further  proposes  to  revise  §  3.24  to  provide,  in 
paragraph  (b),  that  documents  (copies)  submitted  for  recording 
must  be  on  sheets  of  paper  having  a  size  of  8  1/2  by  11  inches 
(21.6  by  27.9  cm)  ("letter  size")  or  DIN  size  A4  (21.0  by  29.7 
cm).  That  is,  "legal-size"  (8  1/2  by  14  inch  or  21.64  by  33.1 
cm)  sheets  of  paper  are  no  longer  permissible.  If  the  original 
assignment  document  is  on  "legal  size"  sheets  of  paper,  the 
assignment  document  should  be  reduced  to  8  1/2  by  11 -inch  or 
DIN  size  A4  paper  for  submission  to  the  Office  (e.g.,  by 
photocopying  it  onto  letter-size  paper).  Sheets  of  paper  that  are 
either  8  1/2  by  11  inches  (21.6  by  27.9  cm)  or  DIN  size  A4 
(21.0  by  29.7  cm)  are  required  for  scanning  purposes. 

Section  3.25:  The  Office  proposes  to  amend  §  3.25  to  delete 
paragraph  (a)(1)  and  renumber  paragraphs  (a)(2)  through  (4)  as 
(a)(1)  through  (3),  respectively.  Paragraph  (a)(1)  is  being 
deleted  to  prohibit  applicants  from  submitting  the  original 
assignment  document  (because  applicants  should  retain  the 
original  of  the  assignment  document).  The  Office  also  proposes 
to  insert  "original"  before  "document"  in  paragraph  (a)(1),  as 
renumbered,  in  order  to  make  it  clear  that  only  a  copy  of  an 
original  assignment  document  may  be  submitted  for  recording. 
The  Office  further  proposes  to  revise  paragraph  (c)  to  add 
paragraph  (1)  to  state  that  electronic  submissions  must  be 
attached  as  a  digitized  image  in  Tagged  Image  File  Format 
(TIFF),  to  move  the  existing  requirements  for  paper  submis- 
sions into  paragraph  (2),  and  specify  that  the  document  (copy) 
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submitted  for  recording  must  have  a  one-inch  margin  when 
printed  on  8  1/2  by  11  inch  (21.6  by  27.9  cm)  or  DIN  size  A4 
(21.0  cm  by  29.7  cm)  paper.  Legal-size  paper  is  no  longer 
permitted.  See  the  discussion  of  this  change  above  for  patents 
(§  3.24). 

Section  3.27:  The  Office  proposes  to  revise  §  3.27  to  change 
"to  be  recorded"  to  "submitted  for  recordation  by  mail" 
because  documents  and  cover  sheets  submitted  for  recording 
may  be  faxed  or  electronically  submitted  to  the  Office  and  need 
not  be  mailed.  The  proposed  language  clarifies  that  only 
documents  submitted  by  mail  need  to  be  addressed  as  set  forth 
in  the  rule.  The  Office  also  proposes  to  revise  §  3.27  to  delete 
"or  with  a  request  under  §  3.81".  As  explained  with  respect  to 
§  3.81,  when  an  applicant  requests  a  patent  to  issue  to  an 
assignee,  the  assignment  document  should  be  separately  sub- 
mitted for  recordation  because  inclusion  of  the  assignment 
document  with  the  request  to  issue  the  patent  to  the  assignee 
slows  down  the  recordation  process. 

Section  3.31:  The  Office  proposes  to  revise  §  3.31(a)(7)  to  set 
forth  the  requirements  for  signature  of  patent  and  trademark 
cover  sheets  filed  electronically.  These  requirements  corre- 
spond to  the  requirements  set  forth  in  §§  1.4(d)(l)(iii)  and 
2.33(d)  of  this  chapter  for  electronically  transmitted  trademark 
filings. 

Trademark  assignments  may  be  submitted  electronically 
with  the  Electronic  Trademark  Assignment  System,  which  is 
available  on  the  USPTO  Internet  site.  See  http://etas.usp- 
to.gov/.  Patent  assignments  should  soon  be  able  to  be  similarly 
electronically  submitted.  When  submitting  a  copy  of  a  trade- 
mark assignment  using  ETAS,  the  cover  sheet  is  completed 
and  signed  electronically.  As  with  electronic  submission  of  a 
trademark  application,  a  signature  may  be  applied  to  an 
Assignment  document  in  one  of  the  following  ways: 

(1)  The  applicant  enters  a  "symbol"  that  the  applicant  has 
adopted  as  a  signature  on  the  electronic  assignment  document. 
The  Office  will  accept  any  combination  of  letters,  numbers, 
spaces  and/or  punctuation  marks  as  a  valid  signature  if  it  is 
placed  between  forward  slash  symbols  (e.g.,  "/qwert!@/")  and 
is  in  a  signature  block.  The  document  is  saved  as  a  TIFF  image; 
or 

(2)  The  signatory  signs  paper  copies  of  the  assignment 
document  in  the  traditional  pen-and-ink  manner.  The  attorney 
scans  the  document  to  create  a  TIFF  image  file  for  electronic 
submission  of  the  document. 

See  Trademark  Manual  of  Examining  Procedure  (TMEP)  § 
804.05,  Signature  of  Electronically  Transmitted  Applications 
(May  2003).  Although  when  filing  an  assignment  electroni- 
cally, the  cover  sheet  may  be  "signed"  as  explained  in  TMEP 
§  804.05,  the  assignment  document  that  is  included  therewith 
is  an  attached  TIFF  image. 

The  Office  further  proposes  to  revise  paragraph  (c)(1)  of  § 
3.31  to  simplify  the  requirements  for  the  cover  sheet  to  only 
require  identification  of  whether  the  document  to  be  recorded 
relates  to  a  governmental  interest. 

The  Office  further  proposes  to  add  paragraph  (f)  of  §  3.31, 
stating  that  a  trademark  cover  sheet  should  include  the  citizen- 
ship of  the  parties  conveying  and  receiving  the  interest,  and 
that  if  the  party  receiving  the  interest  is  a  partnership  or  joint 
venture,  the  cover  sheet  should  set  forth  the  names,  legal 
entities,  and  national  citizenship  (or  the  state  or  country  of 
organization)  of  all  general  partners  or  active  members.  This 
information  is  required  for  purposes  of  examination  of  the 
application  or  registration  file.  Providing  this  information 
when  the  assignment  is  recorded  may  avoid  a  subsequent 
Office  action  by  an  examiner. 

Section  3.34:  The  Office  proposes  to  revise  §  3.34(b)  to  delete 
"the  originally  recorded  document  or"  to  thereby  provide  that 
it  is  "a  copy  of  the  document  originally  submitted  for  record- 
ing" that  must  be  submitted.  As  explained  above,  the  Office  is 
revising  the  procedure  for  handling  assignment  documents  and 
will  no  longer  be  returning  the  document  that  is  submitted  for 
recording. 

Section  3.41:  The  Office  proposes  to  revise  §  3.41(b)(2)  to 
include  electronic  and  facsimile  submission  as  a  means  in 
which  a  statement  of  Government  interest  could  be  submitted 
for  recordation  without  incurring  a  fee.  Section  3.41(b)(2)  is 
also  proposed  to  be  revised  to  change  the  cross-reference  to  § 
3.27  since  §  3.27  was  previously  revised  to  delete  §  3.27(b). 


Section  3.81:  The  Office  proposes  to  revise  §  3.81(a)  to  change 
"name(s)"  to  "name"  and  "assignee(s)"  to  "assignee"  because 
under  rules  of  statutory  and  regulatory  construction,  the 
singular  includes  the  plural  unless  the  context  indicates  other- 
wise. Furthermore,  the  Office  proposes  to  revise  §  3.81(a)  to 
change  "should  be  accompanied  by  the  assignment  and  either 
a  direction  to  record  the  assignment  in  the  Office  pursuant  to  § 
3.28,  or  a  statement  under  §  3.73(b)"  to  "must  state  that  the 
document  has  been  filed  for  recordation  as  set  forth  in  §  3.11." 
When  an  assignment  document  is  submitted  for  recording,  the 
preferred  submission  is  by  facsimile  to  (703)  306-5995,  or 
through  an  electronic  filing  system  (e.g.,  ETAS  for  trademark 
assignment  documents  or  EFS  for  patent  assignment  docu- 
ments), and  not  by  mail.  Accordingly,  the  Office  proposes  to 
revise  the  rules  to  enable  patent  applicants  to  state  that  the 
assignment  documents  have  been  filed  for  recordation,  rather 
than  including  the  assignment  documents  for  recordation  with 
the  request. 

Furthermore,  the  Office  proposes  to  amend  §  3.81(a)  and  (b) 
to  delete  the  reference  to  a  statement  under  §  3.73(b).  If  the 
application  has  been  assigned,  the  assignment  document 
should  be  submitted  for  recording  as  set  forth  in  §  3.11  for  the 
patent  to  issue  showing  the  name  of  the  assignee.  Although 
during  prosecution  a  statement  under  §  3.73(b)  can  be  relied 
upon  to  establish  that  an  assignee  is  of  record,  pursuant  to  § 
3.73(b)(l)(i),  "the  documents  submitted  to  establish  ownership 
may  be  required  to  be  recorded  pursuant  to  §  3.11  in  the 
assignment  records  as  a  condition  to  permitting  the  assignee  to 
take  action."  By  the  time  that  a  patent  issues,  any  assignment 
should  be  submitted  for  recording,  and  reliance  upon  §  3.73(b) 
should  not  be  necessary.  Furthermore,  although  during  pros- 
ecution of  an  application  the  Office  will  have  an  opportunity  to 
require  recordation,  at  issuance,  prosecution  has  come  to  a 
close  and  there  is  no  other  practical  opportunity  for  the  Office 
to  require  recordation  before  the  patent  is  issued. 

The  Office  proposes  to  revise  §  3.81(b)  to  read  "[a]fter 
payment  of  the  issue  fee:  Any  request  for  issuance  of  an 
application  in  the  name  of  the  assignee  submitted  after  the  date 
of  payment  of  the  issue  fee,  and  any  request  that  a  patent  be 
corrected  to  state  the  name  of  the  assignee,  must  state  that  the 
assignment  was  submitted  for  recordation  as  set  forth  in  §  3.11 
before  issuance  of  the  patent,  and  must  include  a  request  for  a 
certificate  of  correction  under  §  1.323  of  this  chapter  (accom- 
panied by  the  fee  set  forth  in  §  1.20(a))  and  the  processing  fee 
set  forth  in  §  1.1 7(i)  of  this  chapter."  This  would  modify  the 
practice  relating  to  issuance  of  a  patent  to  an  assignee  by 
requiring  that  after  payment  of  an  issue  fee,  a  request  for  a 
certificate  of  correction  must  be  filed  in  order  to  obtain 
issuance  of  the  patent  to  an  assignee.  Thus,  the  patent 
document  would  not  set  forth  such  assignment  information,  but 
the  assignment  information  would  be  set  forth  in  a  Certificate 
of  Correction.  Furthermore,  this  would  discontinue  the  current 
practice  of  allowing  a  patent  to  issue  to  anassignee  when  an 
assignment  has  not  been  recorded  but  a  §  3.73(b)  statement  has 
been  filed.  Instead  of  allowing  submission  of  a  §  3.73(b) 
statement,  correction  would  be  permitted  via  a  certificate  of 
correction  where  the  assignment  has  been  recorded,  or  submit- 
ted for  recording  before  issuance  of  the  patent.  See  MPEP  § 
1481. 

Section  3.81(c)(1)  is  proposed  to  be  amended  to  change 
"assignee(s)"  to  "assignee"  and  "inventor(s)"  to  "inventor" 
because  under  rules  of  statutory  and  regulatory  construction, 
the  singular  includes  the  plural  unless  the  context  indicates 
otherwise. 

Rule  Making  Considerations 

Administrative  Procedure  Act:  This  notice  proposes  changes 
to  the  rules  of  practice  to  simplify  the  Office  procedures 
involving  power  of  attorney  practice  and  recording  assignment 
documents.  The  changes  proposed  in  this  notice  are  limited  to 
the  format  for  and  the  manner  of  submitting,  establishing  and 
changing  the  power  of  attorney,  for  submitting  documents  to 
be  recorded  in  the  assignment  records,  and  the  availability  of 
assignment  records  to  the  public.  Therefore,  these  changes 
involve  rules  of  agency  practice  and  procedure  under  5  U.S.C. 
553(b)(A).  See  Bachow  Communications  Inc.  v.  FCC,  237  F.3d 
683,  690  (DC  Cir.  2001).  Therefore,  prior  notice  and  opportu- 
nity for  public  comment  are  not  required  pursuant  to  5  U.S.C. 
553(b)  or  (c)  (or  any  other  law).  Nevertheless,  the  Office  is 
providing  this  opportunity  for  public  comment  on  the  changes 
proposed  in  this  notice  because  the  Office  desires  the  benefit  of 
public  comment  on  these  proposed  changes. 
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Regulatory  Flexibility  Act:  As  prior  notice  and  an  opportu- 
nity for  public  comment  are  not  required  pursuant  to  5  U.S.C. 
553  (or  any  other  law),  an  initial  regulatory  flexibility  analysis 
under  the  Regulatory  FlexibiUty  Act  (5  U.S.C.  601  et  seq.)  is 
not  required.  See  5  U.S.C.  603. 

Executive  Order  13132:  This  rule  making  does  not  contain 
poUcies  with  federalism  implications  sufiicient  to  warrant 
preparation  of  a  Federalism  Assessment  under  Executive  Order 
13132  (Aug.  4,  1999). 

Executive  Order  12866:  This  rule  making  has  been  deter- 
mined to  be  not  significant  for  purposes  of  Executive  Order 
12866  (Sept.  30,  1993). 

Paperwork  Reduction  Act:  This  notice  involves  information 
collection  requirements  which  are  subject  to  review  by  the 
Ofiice  of  Management  and  Budget  (OMB)  under  the  Paper- 
work Reduction  Act  of  1995  (44  U.S.C.  3501  et  seq.).  The 
collection  of  information  involved  in  this  notice  has  been 
reviewed  and  previously  approved  by  OMB  under  OMB 
control  numbers  0651-0027  and  0651-0035.  The  Office  is  not 
resubmitting  an  information  collection  package  to  OMB  for  its 
review  and  approval  because  the  changes  in  this  notice  would 
not  affect  the  information  collection  requirements  associated 
with  the  information  collection  under  OMB  control  numbers 
0651-0027  and  0651-0035. 

The  title,  description  and  respondent  description  of  each  of 
the  information  collections  are  shown  below  with  an  estimate 
of  the  annual  reporting  burdens.  Included  in  the  estimate  is  the 
time  for  reviewing  instructions,  gathering  and  maintaining  the 
data  needed,  and  completing  and  reviewing  the  collection  of 
information.  The  principal  impacts  of  the  changes  in  this 
proposed  rule  are  to:  (1)  Provide  for  power  of  attorney  to  a 
Customer  Number  and  to  limit  the  number  of  attorneys  who 
may  be  given  a  power  of  attorney  without  using  a  Customer 
Number;  (2)  eliminate  associate  power  of  attorney  practice;  (3) 
require  attorneys  acting  in  a  representative  capacity  to  specify 
their  name  and  registration  number;  (4)  allow  access  to 
assignment  records  except  those  relating  to  any  pending  or 
abandoned  patent  application  which  is  preserved  in  confidence 
under  §  1.14;  (5)  provide  that  assigimient  documents  submitted 
for  recording  must  be  on  certain  sizes  of  paper;  (6)  specifically 
state  that  the  assignment  documents  that  are  submitted  for 
recording  will  not  be  returned;  (7)  for  assignments  that  are 
submitted  electronically,  provide  for  an  electronic  signature; 
(8)  require  the  citizenship  of  the  parties  conveying  and 
receiving  the  interest  on  a  trademark  assignment  cover  sheet; 
and  (9)  provide  that  a  request  to  issue  a  patent  to  an  assignee 
filed  after  issue  fee  payment  must  be  accompanied  by  a  request 
for  a  certificate  of  correction. 

OMB  Number:  0651-0027. 

Title:  Changes  in  Patent  and  Trademark  Assigrmient  Prac- 
tices. 

Form  Numbers:  PTO-1618  and  PTO-1619,  PTO/SB/15/41. 

Type  of  Review:  Approved  through  June  of  2005. 

Affected  Public:  Individuals  or  households  and  businesses 
or  other  for-profit  institutions. 

Estimated  Number  of  Respondents:  311,704. 

Estimated  Time  Per  Response:  30  minutes. 

Estimated  Total  Annual  Burden  Hours:  155,853  hours. 

Needs  and  Uses:  The  Office  records  over  300,000  assign- 
ments or  documents  related  to  ownership  of  patent  and 
trademark  cases  each  year.  The  Office  requires  a  cover  sheet  to 
expedite  the  processing  of  these  documents  and  to  ensure  that 
they  are  properly  recorded. 

OMB  Number:  0651-0035. 

Title:  Representative  and  Address  Provisions. 

Form  Numbers:  PTO/SB/81/82/83/121/122/123/124A/ 
124B/125A/125B. 

Type  of  Review:  Approved  through  11/30/2005. 

Affected  Public:  Individuals  or  households,  business  or 
other  for-  profit,  not  for-profit  instimtions  and  Federal  Govern- 
ment. 

Estimated  Number  of  Respondents:  338,280. 

Estimated  Time  Per  Response:  3  minutes  (0.05  hours)  to  1 
hour  45  minutes  (1.75  hours). 

Estimated  Total  Annual  Burden  Hours:  31,259  hours. 

Needs  and  Uses:  Under  35  U.S.C.  2  and  37  CFR  1.31-1.36 
and  1.363,  this  information  is  used  to  submit  a  request  to  grant 
or  revoke  power  of  attorney  in  an  application  or  patent,  to 


withdraw  as  patent  attorney  or  patent  agent  of  record,  or  to 
designate  or  change  the  correspondence  address  for  one  or 
more  applications  or  patents. 

Comments  are  invited  on:  (1)  Whether  the  collections  of 
information  are  necessary  for  proper  performance  of  the 
functions  of  the  agency;  (2)  the  accuracy  of  the  agency's 
estimate  of  the  burden;  (3)  ways  to  enhance  the  quality,  utility, 
and  clarity  of  the  information  to  be  collected;  and  (4)  ways  to 
minimize  the  burden  of  the  collection  of  information  to 
respondents. 

Interested  persons  are  requested  to  send  comments  regard- 
ing these  information  collections,  including  suggestions  for 
reducing  this  burden,  to  Robert  J.  Spar,  Director,  Office  of 
Patent  Legal  Administration,  Commissioner  for  Patents,  PO 
Box  1450,  Alexandria,  VA  22313-1450,  or  to  the  Office  of 
Information  and  Regulatory  Affairs,  OMB,  725  17th  Street, 
NW.,  Washington,  DC  20503,  (Attn:  USPTO  Desk  Officer). 

Notwithstanding  any  other  provision  of  law,  no  person  is 
required  to  respond  to  nor  shall  a  person  be  subject  to  a  penalty 
for  failure  to  comply  with  a  collection  of  information  subject  to 
the  requirements  of  the  Paperwork  Reduction  Act  unless  that 
collection  of  information  displays  a  currently  valid  OMB 
control  number. 

List  of  Subjects 

37  CFR  Part  1 

Administrative  practice  and  procedure.  Courts,  Freedom  of 
Information,  Inventions  and  patents.  Reporting  and  record 
keeping  requirements,  Small  Businesses. 

37  CFR  Part  3 

Administrative  practice  and  procedure.  Inventions  and  pat- 
ents. Reporting  and  record  keeping  requirements. 

For  the  reasons  set  forth  in  the  preamble,  37  CFR  parts  1  and 
3  are  proposed  to  be  amended  as  follows: 

PART  1— RULES  OF  PRACTICE  IN  PATENT  CASES 

1 .  The  authority  citation  for  37  CFR  Part  1  continues  to  read 
as  follows: 

Authority:  35  U.S.C.  2(b)(2). 

2.  Revise  §  l.l(a)(4)(i)  to  read  as  follows: 

§  1.1  Addresses  for  correspondence  with  the  United  States 
Patent  and  Trademark  Office. 

( Ci\    ^     ^    H^ 

(4)  Office  of  Public  Records  correspondence — (i)  Assign- 
ments. All  patent-related  or  trademark-related  documents  to  be 
recorded  by  Assignment  Services  Division,  except  for  docu- 
ments filed  together  with  a  new  application,  should  be  ad- 
dressed to:  Mail  Stop  Assignment  Recordation  Services,  Di- 
rector of  the  United  States  Patent  and  Trademark  Office,  P.O. 
Box  1450,  Alexandria,  Virginia  22313-1450.  See  §  3.27. 

3.  Revise  §  1.12(b)  to  read  as  follows: 

§  1.12  Assignment  records  open  to  public  inspection. 

(b)  Assignment  records,  digests,  and  indexes  relating  to  any 
pending  or  abandoned  patent  application,  which  is  open  to  the 
public  pursuant  to  §  1.11  or  for  which  copies  or  access  may  be 
supplied  pursuant  to  §  1.14,  are  available  to  the  public.  Copies 
of  any  such  assignment  records  and  related  information  that 
are  not  available  to  the  public  shall  be  obtainable  only  upon 
written  authority  of  the  applicant  or  applicant's  assignee  or 
patent  attorney  or  patent  agent  or  upon  a  showing  that  the 
person  seeking  such  information  is  a  bona  fide  prospective  or 
actual  purchaser,  mortgagee,  or  licensee  of  such  application, 
unless  it  shall  be  necessary  to  the  proper  conduct  of  business 
before  the  Office  or  as  provided  in  this  part. 

4.  Revise  §  1.31  to  read  as  follows: 
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§   1.31  Applicants  may  be  represented  by  a  registered 
patent  attorney  or  patent  agent. 

An  applicant  for  patent  may  file  and  prosecute  his  or  her 
own  case,  or  he  or  she  may  give  a  power  of  attorney  so  as  to 
be  represented  by  a  registered  patent  attorney,  registered  patent 
agent,  or  other  individual  authorized  to  practice  before  the 
United  States  Patent  and  Trademark  Office  in  patent  cases.  See 
§  10.6  and  §  10.9(a)  and  (b)  of  this  subchapter.  The  United 
States  Patent  and  Trademark  Office  cannot  aid  in  the  selection 
of  a  registered  patent  attorney  or  patent  agent. 

5.  Add  new  §  1.32  to  read  as  follows: 
§  1.32  Power  of  attorney. 

(a)  Definitions: 

( 1 )  Power  of  attorney  means  a  written  document  by  which  a 
principal  designates  an  agent  to  act  on  his  or  her  behalf. 

(2)  Principal  means  either  the  applicant  for  patent  (§ 
1.41(b))  or  the  assignee  of  the  entire  interest.  The  principal 
executes  a  power  of  attorney  designating  one  or  more  agents  to 
act  on  his  or  her  behalf. 

(3)  Revocation  means  the  cancellation  by  the  principal  of 
the  authority  previously  given  by  the  principal  to  an  agent. 

(4)  Customer  Number  means  a  number  that  may  be  used  to: 
(i)  Designate  the  correspondence  address  of  a  patent  appli- 
cation such  that  the  correspondence  address  for  the  patent 
application  would  be  the  address  associated  with  the  Customer 
Number; 

(ii)  Designate  the  fee  address  (§  1.363)  of  a  patent  by  a 
Customer  Number  such  that  the  fee  address  for  the  patent 
would  be  the  address  associated  with  the  Customer  Number; 
and 

(iii)  Submit  a  list  of  practitioners  by  Customer  Number  such 
that  those  registered  patent  practitioners  associated  with  the 
Customer  Number  would  have  power  of  attorney. 

(b)  A  power  of  attorney,  other  than  a  power  of  attorney  in  an 
international  application  (§  1.455),  must: 

(1)  Be  in  writing; 

(2)  Name  as  agent  either: 

(i)  One  or  more  joint  inventors  (§  1.45); 

(ii)  Up  to  ten  registered  patent  attorneys,  registered  patent 
agents,  or  other  individuals  authorized  to  practice  before  the 
United  States  Patent  and  Trademark  Office  in  patent  cases  (see 
§  10.6  and  §  10.9(a)  and  (b)  of  this  subchapter);  or 

(iii)  Those  registered  patent  practitioners  associated  with  a 
Customer  Number; 

(3)  Give  the  agent  power  to  act  on  behalf  of  the  principal; 
and 

(4)  Be  signed  by  the  applicant  for  patent  (§  1.41(b))  or  the 
assignee  of  the  entire  interest. 

6.  Amend  §  1.33  to  revise  paragraphs  (a),  introductory  text, 
(b)(1),  (b)(2)  and  (c)  to  read  as  follows: 

§  1.33  Correspondence  respecting  patent  applications,  re- 
examination proceedings,  and  other  proceedings. 

(a)  Correspondence  address  and  daytime  telephone  number. 
When  fiUng  an  application,  a  correspondence  address  must  be 
set  forth  in  either  an  application  data  sheet  (§  1.76),  or 
elsewhere,  in  a  clearly  identifiable  manner,  in  any  paper 
submitted  with  an  application  filing.  If  no  correspondence 
address  is  specified,  the  Office  may  treat  the  mailing  address  of 
the  first  named  inventor  (if  provided,  see  §§  1.76(b)(1)  and 
1.63(c)(2))  as  the  correspondence  address.  The  Office  will 
direct  all  notices,  official  letters,  and  other  communications 
relating  to  the  application  to  the  correspondence  address.  The 
Office  will  not  engage  in  double  correspondence  with  an 
applicant  and  a  registered  patent  attorney  or  patent  agent,  or 
with  more  than  one  registered  patent  attorney  or  patent  agent 
except  as  deemed  necessary  by  the  Director.  If  more  than  one 
correspondence  address  is  specified,  in  a  single  document,  the 
Office  will  establish  one  as  the  correspondence  address  and 
will  use  the  address  associated  with  a  Customer  Number,  if  the 
address  associated  with  a  Customer  Number  is  one  of  the 
addresses  given.  For  the  party  to  whom  correspondence  is  to  be 
addressed,  a  daytime  telephone  number  should  be  supplied  in 
a  clearly  identifiable  manner  and  may  be  changed  by  any  party 
who  may  change  the  correspondence  address.  The  correspon- 
dence address  may  be  changed  as  follows: 

f\\  *  *  * 


(b)  Amendments  and  other  papers.  Amendments  and  other 
papers,  except  for  written  assertions  pursuant  to  § 
1.27(c)(2)(ii)  of  this  part,  filed  in  the  application  must  be 
signed  by: 

(1)  A  registered  patent  attorney  or  patent  agent  of  record 
appointed  in  compUance  with  §  1.32(b); 

(2)  A  registered  patent  attorney  or  patent  agent  not  of  record 
who  acts  in  a  representative  capacity  under  the  provisions  of  § 
1.34; 


(c)  All  notices,  official  letters,  and  other  communications  for 
the  patent  owner  or  owners  in  a  reexamination  proceeding  will 
be  directed  to  the  patent  attorney  or  patent  agent  of  record  (see 
§  1.32(b))  in  the  patent  file  at  the  address  listed  on  the  register 
of  patent  attorneys  and  patent  agents  maintained  pursuant  to  § 
10.5  and  §  10.11  or,  if  no  patent  attorney  or  patent  agent  is  of 
record,  to  the  patent  owner  or  owners  at  the  address  or 
addresses  of  record.  Amendments  and  other  papers  filed  in  a 
reexamination  proceeding  on  behalf  of  the  patent  owner  must 
be  signed  by  the  patent  owner,  or  if  there  is  more  than  one 
owner  by  all  the  owners,  or  by  a  patent  attorney  or  patent  agent 
of  record  in  the  patent  file,  or  by  a  registered  patent  attorney  or 
patent  agent  not  of  record  who  acts  in  a  representative  capacity 
under  the  provisions  of  §  1.34.  Double  correspondence  with 
the  patent  owner  or  owners  and  the  patent  owner's  patent 
attorney  or  patent  agent,  or  with  more  than  one  patent  attorney 
or  patent  agent,  will  not  be  undertaken.  If  more  than  one  patent 
attorney  or  patent  agent  is  of  record  and  a  correspondence 
address  has  not  been  specified,  correspondence  will  be  held 
with  the  last  patent  attorney  or  patent  agent  made  of  record. 


7.  Revise  §  1.34  to  read  as  follows: 

§  1.34  Acting  in  a  Representative  Capacity. 

When  a  registered  patent  attorney  or  patent  agent  acting  in 
a  representative  capacity  appears  in  person  or  signs  a  paper  in 
practice  before  the  United  States  Patent  and  Trademark  Office 
in  a  patent  case,  his  or  her  personal  appearance  or  signature 
shall  constitute  a  representation  to  the  United  States  Patent  and 
Trademark  Office  that  under  the  provisions  of  this  subchapter 
and  the  law,  he  or  she  is  authorized  to  represent  the  particular 
party  in  whose  behalf  he  or  she  acts.  In  filing  such  a  paper,  the 
registered  patent  attorney  or  patent  agent  must  specify  his  or 
her  registration  number  with  his  or  her  signature.  Further  proof 
of  authority  to  act  in  a  representative  capacity  may  be  required. 

8.  Revise  §  1.36  to  read  as  follows: 

§  1.36  Revocation  of  power  of  attorney;  withdrawal  of 
patent  attorney  or  patent  agent. 

(a)  A  power  of  attorney,  pursuant  to  §  1.32(b),  may  be 
revoked  at  any  stage  in  the  proceedings  of  a  case  by  the 
apphcant  for  patent  (§  1.41(b))  or  the  assignee  of  the  entire 
interest.  A  registered  patent  attorney  or  patent  agent  will  be 
notified  of  the  revocation  of  the  power  of  attorney.  Where 
power  of  attorney  is  given  to  the  patent  practitioners  associated 
with  a  Customer  Number  (§  1.32(b)(2)(iii)),  the  practitioners 
so  appointed  will  also  be  notified  of  the  revocation  of  the 
power  of  attorney  when  the  power  of  attorney  to  the  practitio- 
ners associated  with  the  Customer  Number  is  revoked.  The 
notice  of  revocation  will  be  mailed  to  the  correspondence 
address  for  the  application  (§  1.33)  in  effect  before  the 
revocation.  An  assignment  will  not  of  itself  operate  as  a 
revocation  of  a  power  previously  given,  but  the  assignee  of  the 
entire  interest  may  revoke  previous  powers  and  give  another 
power  of  attorney  as  provided  in  §  1.32(b)  of  the  assignee's 
own  selection. 

(b)  A  registered  patent  attorney  or  patent  agent  who  has  been 
given  a  power  of  attorney  pursuant  to  §  1.32(b)  may  withdraw 
upon  application  to  and  approval  by  the  Director.  The  applicant 
or  patent  owner  will  be  notified  of  the  withdrawal  of  the 
registered  patent  attorney  or  patent  agent.  Where  power  of 
attorney  is  given  to  the  patent  practitioners  associated  with  a 
Customer  Number,  a  request  to  delete  all  of  the  patent 
practitioners  associated  with  the  Customer  Number  may  not  be 
granted  if  an  applicant  has  given  power  of  attorney  to  the 
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patent  practitioners  associated  with  the  Customer  Number  and 
insufficient  time  remains  for  the  applicant  to  file  a  reply.  See  § 
1.613(d)  for  withdrawal  in  an  interference. 

PART  3— ASSIGNMENT,  RECORDING  AND  RIGHTS 
OF  ASSIGNEE 

9.  The  authority  citation  for  37  CFR  part  3  continues  to  read 
as  follows: 

Authority:  15  U.S.C.  1123;  35  U.S.C.  2(b)(2). 

10.  Revise  §  3.1  to  read  as  follows: 
§  3.1  Definitions. 

For  purposes  of  this  part,  the  following  definitions  shall 
apply: 

Application  means  a  national  application  for  patent,  an 
international  patent  application  that  designates  the  United 
States  of  America,  or  an  application  to  register  a  trademark 
under  section  1  or  44  of  the  Trademark  Act,  15  U.S.C.  1051  or 
15  U.S.C.  1126,  unless  otherwise  indicated. 

Assignment  means  a  transfer  by  a  party  of  all  or  part  of  its 
right,  title  and  interest  in  a  patent,  patent  application,  registered 
mark  or  a  mark  for  which  an  application  to  register  has  been 
filed. 

Document  means  a  document  which  a  party  requests  to  be 
recorded  in  the  Office  pursuant  to  §  3.11  and  which  affects 
some  interest  in  an  application,  patent,  or  registration. 

Office  means  the  United  States  Patent  and  Trademark  Office. 

Recorded  document  means  a  document  which  has  been 
recorded  in  the  Office  pursuant  to  §  3.11. 

Registration  means  a  trademark  registration  issued  by  the 
Office. 

11.  Add  §  3.12  to  read  as  follows: 

§  3.12  Documents  affecting  title  to  international  trademark 
registration  and  extension  of  protection  to  the  United 
States. 

(a)  Assignments  or  restrictions  of  a  holder's  right  to  dispose 
of  an  international  trademark  registration  must  be  recorded  by 
the  International  Bureau  of  the  World  Intellectual  Property 
Organization. 

(b)  When  the  Office  is  notified  by  the  International  Bureau 
of  an  assignment  or  restriction  of  a  holder's  right  of  disposal  of 
an  international  registration  with  an  extension  of  protection  to 
the  United  States,  the  Office  wiU  take  note  of  the  assignment  or 
restriction  in  its  records. 

12.  Revise  §  3.24  to  read  as  follows: 

§  3.24  Requirements  for  documents  and  cover  sheets 
relating  to  patents  and  patent  applications. 

(a)  For  electronic  submissions:  Either  a  true  copy  of  the 
original  document  or  an  extract  of  the  original  document  may 
be  submitted  for  recording.  All  documents  must  be  submitted 
as  digitized  images  in  Tagged  Image  File  Format  (TIFF)  or 
another  form  as  prescribed  by  the  Director.  When  printed  to  a 
paper  size  of  either  21.6  by  27.9  cm  (8  1/2  by  11  inches)  or 
21.0  by  29.7  cm  (DIN  size  A4),  the  document  must  be  legible 
and  a  2.5  cm  (one-inch)  margin  must  be  present  on  all  sides. 

(b)  For  paper  or  facsimile  submissions:  Either  a  legible  true 
copy  of  the  original  document  or  a  legible  extract  of  the 
original  document  may  be  submitted  for  recording. 

Only  one  side  of  each  page  may  be  used.  The  paper  size 
must  be  either  21.6  by  27.9  cm  (8  1/2  by  11  inches)  or  21.0  by 
29.7  cm  (DIN  size  A4),  and  in  either  case,  a  2.5  cm  (one-inch) 
margin  must  be  present  on  all  sides.  For  paper  submissions,  the 
paper  used  should  be  flexible,  strong  white,  non-shiny,  and 
durable.  The  Office  will  not  return  recorded  documents,  so 
original  documents  must  not  be  submitted  for  recording. 

13.  Revise  §  3.25  to  read  as  follows: 

§  3.25  Recording  requirements  for  trademark  applications 
and  registrations. 

(a)  Documents  affecting  title.  To  record  documents  affecting 
title  to  a  trademark  application  or  registration,  a  legible  cover 
sheet  (see  §  3.31)  and  one  of  the  following  must  be  submitted: 


(1)  A  copy  of  the  original  document; 

(2)  A  copy  of  an  extract  from  the  document  evidencing  the 
effect  on  title;  or 

(3)  A  statement  signed  by  both  the  party  conveying  the 
interest  and  the  party  receiving  the  interest  explaining  how  the 
conveyance  affects  title. 

(b)  Name  changes.  Only  a  legible  cover  sheet  is  required 
(See  §  3.31). 

(c)  All  documents. 

(1)  For  electronic  submissions:  All  documents  must  be 
submitted  as  digitized  images  in  Tagged  Image  File  Format 
(TIFF)  or  another  form  as  prescribed  by  the  Director.  When 
printed  to  a  paper  size  of  either  21.6  by  27.9  cm  (8  1/2  by  11 
inches)  or  21.0  by  29.7  cm  (DIN  size  A4),  a  2.5  cm  (one-inch) 
margin  must  be  present  on  all  sides. 

(2)  For  paper  or  facsimile  submissions:  All  documents 
should  be  submitted  on  white  and  non-shiny  paper  that  is  either 
8  1/2  by  11  inches  (21.6  by  27.9  cm)  or  DIN  size  A4  (21.0  by 
29.7  cm)  with  a  one-inch  (2.5  cm)  margin  on  all  sides  in  either 
case.  Only  one  side  of  each  page  may  be  used.  The  Office  will 
not  return  recorded  documents,  so  original  documents  should 
not  be  submitted  for  recording. 

14.  Revise  §  3.27  to  read  as  follows: 

§  3.27  Mailing  address  for  submitting  documents  to  be 
recorded. 

Documents  and  cover  sheets  submitted  by  mail  for  recorda- 
tion should  be  addressed  to  Mail  Stop  Assignment  Recordation 
Services,  Director  of  the  United  States  Patent  and  Trademark 
Office,  PO  Box  1450,  Alexandria,  Virginia  22313-1450,  unless 
they  are  filed  together  with  new  applications. 

15.  Amend  §  3.31  to  revise  paragraphs  (a)(7)  and  (c)(1)  and 
to  add  a  paragraph  (f)  to  read  as  follows: 

§  3.31  Cover  sheet  content. 

( f\\     ^     ^     n^ 

(7)  The  signature  of  the  party  submitting  the  document.  For 
an  assignment  document  or  name  change  filed  electronically, 
the  person  who  signs  the  cover  sheet  must  either: 

(i)  Place  a  symbol  comprised  of  numbers  and/or  letters 
between  forward  slash  marks  in  the  signature  block  on  the 
electronic  submission;  or 

(ii)  Sign  the  cover  sheet  using  some  other  form  of  electronic 
signature  specified  by  the  Director. 


(c) 


(1)  Indicate  that  the  document  relates  to  a  Government 
interest;  and 

(f)  Each  trademark  cover  sheet  should  include  the  citizen- 
ship of  the  party  conveying  the  interest  and  the  citizenship  of 
the  party  receiving  the  interest.  In  addition,  if  the  party 
receiving  the  interest  is  a  partnership  or  joint  venture,  the  cover 
sheet  should  set  forth  the  names,  legal  entities,  and  national 
citizenship  (or  the  state  or  country  of  organization)  of  all 
general  partners  or  active  members  that  compose  the  partner- 
ship or  joint  venture. 

16.  Revise  §  3.34  to  read  as  follows: 

§  3.34  Correction  of  cover  sheet  errors. 

(a)  An  error  in  a  cover  sheet  recorded  pursuant  to  §  3. 1 1  will 
be  corrected  only  if: 

(1)  The  error  is  apparent  when  the  cover  sheet  is  compared 
with  the  recorded  document  to  which  it  pertains,  and 

(2)  A  corrected  cover  sheet  is  filed  for  recordation. 

(b)  The  corrected  cover  sheet  must  be  accompanied  by  a 
copy  of  the  document  originally  submitted  for  recording  and 
by  the  recording  fee  as  set  forth  in  §  3.41. 

17.  Revise  §  3.41(b)(2)  to  read  as  follows: 


203-364  D-SIG  3 


1280  OG  66 


OFnCIAL  GAZETTE 


March  2,  2004 
(52) 


§  3.41  Recording  fees. 


(b) 


*  *  * 


(2)  The  document  and  cover  sheet  are  either:  faxed  or 
electronically  submitted  as  prescribed  by  the  Director,  or 
mailed  to  the  Office  in  compliance  with  §  3.27. 

18.  Revise  §  3.81  to  read  as  follows: 

§  3.81  Issue  of  patent  to  assignee. 

(a)  With  payment  of  the  issue  fee:  An  application  may  issue 
in  the  name  of  the  assignee  consistent  with  the  application's 
assignment  where  a  request  for  such  issuance  is  submitted  with 
payment  of  the  issue  fee,  provided  the  assignment  has  been 
previously  recorded  in  the  Office.  If  the  assignment  has  not 
been  previously  recorded,  the  request  must  state  that  the 
document  has  been  filed  for  recordation  as  set  forth  in  §  3.11. 

(b)  After  payment  of  the  issue  fee:  Any  request  for  issuance 
of  an  application  in  the  name  of  the  assignee  submitted  after 
the  date  of  payment  of  the  issue  fee,  and  any  request  for  a 
patent  to  be  corrected  to  state  the  name  of  the  assignee,  must 
state  that  the  assignment  was  submitted  for  recordation  as  set 
forth  in  §  3.11  before  issuance  of  the  patent,  and  must  include 
a  request  for  a  certificate  of  correction  under  §  1.323  of  this 
chapter  (accompanied  by  the  fee  set  forth  in  §  1.20(a))  and  the 
processing  fee  set  forth  in  §  1.1 7(i)  of  this  chapter. 

(c)  Partial  assignees. 

(1)  If  one  or  more  assignee,  together  with  one  or  more 
inventor,  holds  the  entire  right,  title,  and  interest  in  the 
application,  the  patent  may  issue  in  the  names  of  the  assignee 
and  the  inventor. 

(2)  If  multiple  assignees  hold  the  entire  right,  title,  and 
interest  to  the  exclusion  of  all  the  inventors,  the  patent  may 
issue  in  the  names  of  the  multiple  assignees. 


June  20,  2003 


JON  W.  DUD  AS 

Acting  Under  Secretary  of 

Commerce  for  Intellectual  Property 
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Notice  of  Elimination  of 

Batcli  Update  Practice  to 

Cliange  Power  of  Attorney 


Effective  iimnediately,  the  ability  to  use  a  "batch  update"  to 
change  powers  of  attorney  is  discontinued.  A  batch  update  is  a 
procedure  to  request  a  change  in  the  Office  records  for  a  batch 
of  patent  applications  by  submitting  a  spreadsheet  listing  the 
applications  on  a  disk  or  a  CD.  With  this  process,  a  patent 
attorney  or  patent  agent  of  record  in  each  of  the  applications 
(or  the  pro  se  applicant  of  each  of  the  applications  on  the 
spreadsheet)  can  request  that  the  address  associated  with  a 
"Customer  Number"  be  used  for  the  correspondence  address 
and/or  the  fee  address  for  the  patent  applications  listed  on  the 
spreadsheet.  Until  now,  an  applicant  could  also  indicate  when 
a  list  of  practitioners  associated  with  a  Customer  Number 
should  be  used  for  the  practitioners  of  record  for  the  patent 
applications  listed  on  the  spreadsheet.  Manual  of  Patent 
Examining  Procedure  (8th  ed.2001)  (Rev.  1,  Feb.  2003), 
Section  403,  Customer  Number  Practice,  will  be  revised  to 
reflect  this  change  in  practice. 

Where  the  power  of  attorney  (signed  by  the  applicant  or  the 
assignee  of  the  entire  interest)  is  to  the  practitioners  associated 
with  a  Customer  Number  (e.g.,  where  PTO/SB/81  was  used), 
the  Office  will  continue  to  process  a  "Request  for  a  Customer 
Number  Data  Change"  (PTO/SB/124)  to  change  the  practitio- 
ners associated  with  the  Customer  Number,  and  as  a  result,  the 
hst  of  patent  attorneys  or  agents  having  a  power  of  attorney  for 
the  application.  Furthermore,  where  the  correspondence  ad- 
dress for  an  application  is  the  address  associated  with  a 
Customer  Number  (e.g.,  where  PTO/SB/121,  Correspondence 
Address  Indication  form,  was  used),  the  Office  will  continue  to 
process  a  "Request  for  a  Customer  Number  Data  Change" 


(PTO/SB/124)  to  change  the  address  associated  with  the 
Customer  Number,  and  as  a  result,  the  correspondence  address 
for  the  application. 

The  batch  update  process  will  continue  to  be  permitted  for 
making  changes  in  the  correspondence  address  and  the  fee 
address  in  patent  applications.  Any  batch  update  request  that 
has  been  filed,  but  has  not  been  processed,  will  be  processed 
without  changing  the  power  of  attorney  (i.e.,  only  a  correspon- 
dence address  and/or  fee  address  will  be  changed).  To  change 
the  power  of  attorney  for  the  apphcations  on  the  list,  the  batch 
update  requestor  will  be  instructed  to  submit  a  separate  request 
to  change  a  power  of  attorney  (to  the  attorneys  associated  with 
a  Customer  Number)  in  each  application  on  the  spreadsheet. 
Forms  PTO/SB/81,  Power  of  Attorney,  and  PTO/SB/82,  Re- 
vocation/Appointment of  Power  of  Attorney,  may  be  used  to 
submit  such  a  request. 

Questions  regarding  batch  updates  or  Customer  Number 
practice  should  be  directed  to  the  Electronic  Business  Center 
by  telephone  to  866-217-9197  (toll-free),  703-305-3028,  703- 
308-6845  or  by  e-mail  to  ebc@uspto.gov. 


June  5,  2003 


NICHOLAS  P  GODICI 

Commissioner  for  Patents 
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Issuance  of  a  Patent  to  an  Assignee 


The  purpose  of  this  notice  is  to  clarify  the  procedures  to 
have  a  patent  issue  to  an  assignee.  See  37  CFR  3.81  and 
Manual  of  Patent  Examining  Procedure  §  307. 

Section  3.81(a)  permits  a  patent  to  isssue  to  an  assignee, 
provided  that  at  the  time  the  issue  fee  is  paid,  the  assignment 
has  been  submitted  for  recordation  and  the  name  of  the 
assignee  is  provided.  The  name  of  the  assignee  is  usually 
provided  in  item  5  of  the  Issue  Fee  Transmittal  form  (PTOL- 
85B). 

Section  3.81(b)  permits  a  patent  to  issue  to  an  assignee  when 
the  assignment  is  submitted  for  recording  after  the  date  of 
payment  of  the  issue  fee,  but  prior  to  issuance  of  the  patent, 
provided  a  petition  and  fee  are  filed  requesting  that  the  patent 
issue  to  the  newly  recorded  assignee. 

When  the  correct  name  of  the  assignee  was  not  provided  in 
accordance  with  either  section  3.81(a)  or  (b)  (i.e.,  either  no 
name  or  an  incorrect  name  was  provided  in  item  5  of  the  Issue 
Fee  Transmittal  when  the  assignment  had  been  recorded  or 
submitted  for  recordation  at  the  time  the  issue  fee  was  paid,  or 
an  incorrect  name  was  provided  in  the  petition  required  by 
section  3.81(b)  when  the  assignment  is  submitted  for  recording 
after  the  date  of  payment  of  the  issue  fee,  but  prior  to  issuance 
of  the  patent),  a  correction  can  be  made  by  filing  a  petition 
under  37  CFR  1.183  requesting  that  the  requirements  of  37 
CFR  3.871  be  waived.  This  procedure  is  required  at  any  time 
after  the  issue  fee  is  paid,  including  after  issuance  of  the  patent. 
A  petition  under  37  CFR  1.183  should  include:  (1)  the  petition 
fee  set  forth  in  37  CFR  1.17(h)  (currently  $130);  (2)  the  correct 
name  of  the  assignee;  and  (3)  the  reel  and  frame  number  where 
the  assignment  is  recorded  or  proof  of  the  date  the  assigrunent 
was  submitted  for  recordation. 

If  the  petition  under  37  CFR  1.183  is  filed  and  granted  prior 
to  issuance  of  the  patent,  the  patent  will  either:  (1)  be  printed 
with  the  correct  assignee's  name;  or  (2)  be  printed  without  the 
correct  assignee's  name.  In  the  latter  case,  patentee  would  be 
entitled  to  a  certificate  of  correction  under  37  CFR  1.322  to 
correct  an  Office  mistake  in  not  correctly  printing  the  assign- 
ee's name  on  the  patent. 

If  the  petition  under  37  CFR  1.183  is  filed  and/or  granted 
after  issuance  of  the  patent,  the  patent  would  be  printed 
without  the  correct  assignee's  name.  However,  if  the  petition  is 
granted,  patentee  would  be  entitled  to  a  certificate  of  correction 
under  37  CFR  1.323  due  to  the  mistake  in  not  complying  with 
37  CFR  3.81. 


March  16,  1994 


CHARLES  E.  VAN  HORN 

Patent  Policy  and  Projects 

Administrator 

Office  of  the  Assistant  Commissioner 

for  Patents 

[1161  OG  293] 
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^54^        Indexing  Against  a  Recorded  Assignment 

It  has  been  the  practice  of  the  Patent  and  Trademark  Office 
(PTO)  to  process  requests  for  indexing  against  a  recorded 
document  by  adding  the  newly  requested  property  to  the  data 
base  record  for  the  previously  recorded  document,  except  if  the 
previously  recorded  document  was  an  assignment.  The  PTO 
only  required  a  transmittal  letter  with  the  recording  fee  and  not 
a  copy  of  the  previously  recorded  document  to  process  the 
indexing  request.  While  indexing  the  additional  properties 
resulted  in  the  assignment  data  base  being  updated,  the 
indexing  request  itself  was  never  microfilmed  to  become  part 
of  the  ofiBcial  record. 

Effective  immediately,  the  PTO  will  no  longer  process  such 
indexing  requests.  Such  indexing  requests  do  not  comply  with 
37  CFR  3.11,  3.28,  and  3.31  which  require  that  each  request  for 
recordation  include  the  document  to  be  recorded  and  a  cover 
sheet.  Instead  of  filing  an  indexing  request,  a  party  should 
submit  a  cover  sheet  in  conformance  with  37  CFR  3.31,  a  true 
copy  of  the  document,  and  the  recording  fee.  PTO  will  assign 
a  new  recording  date  to  that  submission,  update  the  assignment 
data  base,  and  microfilm  the  cover  sheet  and  document  to 
become  part  of  the  oflBcial  record. 


Nov.  3,  1993 


THERESA  A.  BRELSFORD 

Assistant  Commissioner  for 

Public  Services  and 

Administration 


[1157  OG  12] 


(55)     Taking  Action  in  a  Patent  Matter  Before  the 
Office  by  the  Assignee  under  37  CFR  3.73. 

When  the  assignee  of  the  entire  right,  title  and  interest  first 
seeks  to  take  action  in  a  matter  before  the  Office  with  respect 
to  a  patent  application,  patent  or  reexamination  proceeding,  the 
assignee  must  estabUsh  its  ownership  of  the  property  to  the 
satisfaction  of  the  Commissioner.  37  CFR  3.73(b).  The  assign- 
ee's ownership  may  be  established  either  1)  by  submitting  to 
the  Office  copies  of  the  documentary  evidence  of  a  chain  of 
title  from  the  original  inventor  or  2)  by  specifying,  by  reel  and 
to  the  assignee,  frame  number,  for  example,  where  such 
documentary  evidence  is  recorded  in  the  Office.  In  addition  to 
the  establishment  of  ownership,  there  is  further  requirement 
that  the  assignee  submit  a  statement  specifying  that  the 
evidentiary  documents  have  been  reviewed  and  certifying  that, 
to  the  best  of  the  assignee's  knowledge  and  belief,  title  is  in  the 
assignee  seeking  to  take  action.  Once  37  CFR  3.73(b)  is 
complied  with  by  an  assignee,  that  assignee  may  continue  to 
take  action  in  that  application,  patent  or  reexamination  pro- 
ceeding without  filing  a  37  CFR  3.73(b)  statement  each  time, 
provided  that  ownership  has  not  changed. 

When  an  assignee  files  a  continuation  or  divisional  applica- 
tion (under  37  CFR  1.53,  1.60  or  1.62),  reference  may  be  made 
to  a  statement  filed  under  37  CFR  3.73(b)  in  the  parent 
application  or  a  copy  of  that  statement  may  be  filed.  A  newly 
executed  statement  under  37  CFR  3.73(b)  must  be  filed  when 
a  continuation-in-part  application  is  filed  by  an  assignee. The 
statement  under  37  CFR  3.73(b)  may  be  signed  on  behalf  of 
the  assignee  in  the  following  two  manners  if  the  assignee  is  an 
organization  (e.g.,  corporation,  partnership,  university,  govern- 
ment agency,  etc.).(l)  The  statement  may  be  signed  by  a 
person  in  the  organization  having  apparent  authority  to  sign  on 
behalf  of  the  organization.  An  officer  (president,  vice-presi- 
dent, secretary,  or  treasurer)  is  presumed  to  have  authority  to 
sign  on  behalf  of  the  organization.  The  signatiu^e  of  the 
chairman  of  the  board  of  directors  is  acceptable,  but  not  the 
signature  of  an  individual  director.  A  person  having  a  title 
(manager,  director,  administrator,  general  counsel)  that  does 
not  clearly  set  forth  that  person  as  an  officer  of  the  assignee  is 
not  presumed  to  be  an  officer  of  the  assignee  or  to  have 
authority  to  sign  the  statement  on  behalf  of  the  assignee.  A 
power  of  attorney  from  the  inventors  in  an  organization  to  a 
practitioner  to  prosecute  a  patent  application  does  not  make  the 
practitioner  an  official  of  an  assignee  or  empower  the  practi- 
tioner to  sign  the  statement  on  behalf  of  the  assignee.(2)  The 
statement  may  be  signed  by  any  person,  if  the  statement 
includes  an  averment  that  the  person  is  empowered  to  sign  the 
statement  on  behalf  of  the  assignee  and,  if  not  signed  by  a 
registered  practitioner,   the   statement  must  be   in   oath   or 


declaration  form.  Where  a  statement  does  not  include  such  an 
averment,  and  the  person  signing  does  not  hold  a  position  in 
the  organization  that  would  give  rise  to  a  presumption  that  the 
person  is  empowered  to  sign  the  statement  on  behalf  of  the 
assignee,  evidence  of  the  person's  authority  to  sign  will  be 
required.Examples  of  situations  where  ownership  must  be 
established  and  the  statement  under  37  CFR  3.73(b)  must  be 
submitted  are  when  the  assignee:  signs  a  request  for  status  of 
an  application  or  gives  a  power  to  inspect  an  application; 
acquiesces  to  express  abandonment  of  an  application;  appoints 
its  own  legal  representative;  signs  a  terminal  disclaimer; 
consents  to  the  filing  of  a  reissue  application;  consents  to  the 
correction  of  inventorship;  files  an  application  under  37  CFR 
1.47(b)  or  37  CFR  1.475;  signs  an  Issue  Fee  Transmittal 
(PTOL-85B);  or  signs  a  response  to  an  Office  action. Examples 
of  situations  where  ownership  need  not  be  established  and  a 
statement  under  37  CFR  3.73(b)  is  not  required  to  be  submitted 
are  when  the  assignee:  signs  a  small  entity  declaration;  signs 
an  affidavit  or  declaration  of  common  ownership  of  two 
inventions;  signs  a  NASA  or  DOE  property  rights  statement; 
signs  an  affidavit  under  37  CFR  1.131  where  the  inventor  is 
unavailable;  signs  a  Certificate  of  Mailing  under  37  CfTl  1.8; 
or  files  a  request  for  reexamination  of  a  patent  under  37  CFR 
1.510.An  acceptable  certification  under  37  CFR  3.73(b)  is 
attached  to  this  notice.For  further  information  related  to 
actions  taken  by  an  assignee  in  patent  matters,  contact  Jeffrey 
V.  Nase  at  (703)  305-9282. 
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Changes  in  Patent  and  Trademark  Assignment  Practice 

Agency:  Patent  and  Trademark  Office,  Commerce 

Action:  Final  Rule;  correction. 

Summary:  The  Patent  and  Trademark  Office  (Office)  amended 
the  rules  of  practice  regarding  assignments  in  patent  and 
trademark  cases  to  improve  and  clarify  the  rules,  to  codify 
changes  in  practice  and  to  consolidate  the  rules  into  a  new  Part 
3  directed  to  assignments.  In  the  final  assignment  rules  a  fee 
change  promulgated  in  January  1992  was  inadvertently  omit- 
ted from  the  1.17(i)(l)  Usting. 

Effective  Date:  September  4,  1992. 

For  Further  Information  Contact:  Jeflfery  V.  Nase  by  telephone 
at  (703)  305-9282  or  by  mail  marked  to  his  attention  and 
addressed  to  Commissioner  of  Patents  and  Trademarks,  Box 
DAC,  Washington,  D.C.  20231. 

Supplementary  Information:  The  amended  assignment  rules 
first  appeared  in  a  notice  of  proposed  rulemaking  published  in 
the  Federal  Register  on  May  10,  1991,  at  56  FR  21641,  and  the 
Patent  and  Trademark  Office  Official  Gazette  of  June  4,  1991, 
at  1127  OG  8-16.  The  final  rules  appeared  in  the  Federal 
Register  on  July  6,  1992,  at  57  FR  29634.  Between  the  time  the 
proposed  and  final  rules  were  published,  37  CFR  §  1 .97(d)  was 
amended,  effective  March  16,  1992,  by  a  final  rule  which 
appeared  in  the  Federal  Register  of  January  17,  1992,  57  FR 
2021,  relating  to  the  duty  of  disclosure.  The  amendment 
provided  for  a  new  petition  fee  which  was  referenced  in  37 
CFR  §  1.17,  patent  application  processing  fees.  The  reproduc- 
tion of  §  1.17  in  the  final  assignment  rule  package  neglected  to 
add  the  reference  to  the  new  petition  under  §  1.97(d). 

Section  1.17(i)(l)  is  reproduced  in  its  entirety  to  include  the 
reference  to  §  1.97(d)  which  was  inadvertently  omitted.  The 
amount  of  the  fee  for  considering  an  information  disclosure 
statement  is  not  affected  by  this  rule  change. 
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List  of  Subjects 

37  CFR  Part  1 

Administrative  practice  and  procedure,  Courts,  Freedom  of 
information.  Inventions  and  patents. 

For  the  reasons  set  out  in  the  preamble  and  pursuant  to  the 
authority  contained  in  35  U.S.C.  6,  part  1  of  title  37  of  the 
Code  of  Federal  Regulations  has  been  amended  as  set  forth 
below. 

PART  1  -  RULES  OF  PRACTICE  IN  PATENT  CASES 

1.  The  authority  citation  for  37  CFR  Part  1  would  continue 
to  read  as  follows: 

Authority:  35  U.S.C.  6,  unless  otherwise  noted. 

2.  Section  1.17  is  amended  by  revising  paragraph  (i)(l)  to 
read  as  follows: 

§  1.17  Patent  application  processing  fees. 

(i)(l)  For  filing  a  petition  to  the  Commissioner  under  a  section 

of  this  part  listed  below  which  refers  to  this  paragraph  

$130.00 

§1.12  -  for  access  to  an  assignment  record. 
§  1.14  -  for  access  to  an  application. 
§  1.53  -  to  accord  a  filing  date. 
§  1.55  -  for  entry  of  late  priority  papers. 
§  1.60  -  to  accord  a  filing  date. 
§  1.62  -  to  accord  a  filing  date. 

§  1 .97(d)  -  to  consider  an  information  disclosure  statement. 
§  1.103  -  to  suspend  action  in  application. 
§  1.177  -  for  divisional  reissues  to  issue  separately. 
§  1.312  -  for  amendment  after  payment  of  issue  fee. 
§  1.313  -  to  withdraw  an  application  from  issue. 
§  1.314  -  to  defer  issuance  of  a  patent. 
§  1.666(b)  -  for  access  to  interference  settlement  agreement. 
§  3.81  -  for  patent  to  issue  to  assignee,  assignment  submitted 
after  payment  of  the  issue  fee. 
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Changes  in  Patent  and  Trademark  Assignment  Practice 

Agency:  Patent  and  Trademark  Office,  Commerce 

Action:  Final  Rule. 

Summary:  The  Patent  and  Trademark  Office  (Office)  is  amend- 
ing the  rules  of  practice  regarding  assignments  in  patent  and 
trademark  cases  to  improve  and  clarify  the  rules,  to  codify 
changes  in  practice  and  to  consolidate  the  rules.  The  Office  has 
combined  the  assignment  rules  currently  in  Parts  1  and  2  into 
a  new  Part  3  directed  to  assignments. 

Effective  Date:  Sept.  4,  1992.  These  rules  will  be  apphcable  to 
all  documents  filed  with  the  Office  on  or  after  the  effective 
date. 

For  Further  Information  Contact:  Trademark  related  matters: 
Lynne  Beresford  by  telephone  at  (703)  305-9464  or  by  mail 
marked  to  her  attention  addressed  to  the  Commissioner  of 
Patents  and  Trademarks,  Washington,  D.C.  20231. 


Patent  related  matters:  Jeffrey  V.  Nase  by  telephone  at  (703) 
305-9282  or  by  mail  marked  to  his  attention  and  addressed  to 
Commissioner  of  Patents  and  Trademarks,  Box  DAC,  Wash- 
ington, D.C.  20231. 

Supplementary  Information:  In  a  Notice  of  Proposed  Rulemak- 
ing published  in  the  Federal  Register  on  May  10,  1991  at  56 
FR  21641  and  in  the  Patent  and  Trademark  Office  "Official 
Gazette"  of  June  4,  1991  at  1127  O.G.  8-16,  the  Office 
proposed  to  amend  the  rules  of  practice  in  patent  and  trade- 
mark cases  to  revise,  simplify,  remove,  or  clarify  existing 
assignment  rules  or  to  codify  certain  practices  currently  in 
effect.  Changes  were  proposed  for  rules  relating  to  the  docu- 
ments that  will  be  recorded,  to  the  requirements  for  recording 
a  document,  to  the  effect  of  recording,  to  new  cover  sheet 
requirements,  to  the  appointment  of  domestic  representatives; 
and  to  prosecution  by  assignees  and  issuance  to  assignees. 
While  the  existing  rules  do  not  require  a  cover  sheet  to 
accompany  each  document  submitted  for  recording,  typically  a 
cover  letter  is  submitted  to  ensure  proper  processing  of  the 
document. 

The  Office  has  encouraged  the  pubUc  to  use  a  cover  letter 
containing  specific  information  concerning  the  document  be- 
ing submitted  with  each  document  submitted  for  recording.  See 
"Helpful  Hints",  1114  Official  Gazette  11  (May  29,  1990).  The 
public  has  adopted  the  suggested  procedure  to  such  an  extent 
that  most  documents  now  submitted  for  recordation  are  ac- 
companied by  a  cover  letter  which  contains  the  suggested  data. 
Documents  submitted  with  these  cover  letters  have  enabled  the 
Office  to  greatly  improve  the  quality  and  efficiency  of  the 
recording  process.  To  better  ensure  that  the  correct  data  is 
captured  in  recordation  and  recorded  promptly,  the  Office  is 
making  a  cover  sheet  mandatory.  The  cover  sheet  will  contain 
all  the  information  necessary  for  the  Assignment  Branch  to 
properly  and  promptly  process  the  document. 

Written  comments  were  submitted  by  12  firms,  2  individu- 
als, 4  corporationsand  1  organization.  No  one  testified  at  the 
oral  hearing  held  on  July  17,  1991. 

The  following  includes  a  brief  discussion  of  the  rules  being 
changed  and  the  reasons  for  those  changes,  a  detailed  section- 
by-section  analysis  of  the  final  rules,  and  an  analysis  of  the 
comments  received  in  response  to  the  notice  of  proposed 
rulemaking. 

Specific  Rules  to  be  Deleted  or  Added:  The  existing  rules  of 
practice  in  Parts  1  and  2  of  Title  37  of  the  Code  of  Federal 
Regulations  which  are  deleted  are  PP1.32,  1.331,  1.332,  1.333, 
1.334,  2.185,  2.186  and  2.187.  These  rules  are  deleted  in  their 
entirety  and  rewritten  and  renumbered  under  a  new  Part  3. 
Table  1  is  provided  to  assist  readers  in  correlating  previous 
rules  with  the  new  rules. 

TABLE  1 


Old  Section 

New  Section 

1.32 

3.71  &  3.73 

1.331(a) 

3.11 

1.331(b) 

3.26 

1.331(c) 

3.21 

1.332 

3.51 

1.333 

3.56 

1.334 

3.81 

2.185(a) 

3.11 

2.185(a)(1) 

3.31 

2.185(a)(2) 

3.26 

2.185(a)(3) 

3.41 

2.185(a)(4) 

3.61 

2.185(b) 

3.31(b) 

2.185(c) 

3.51 

2.186 

3.71  &  3.73 

2.187 

3.85 

Consideration  was  given  to  moving  1.12  (Assignment 
records  open  to  pubUc  inspection.)  to  Part  3.  However,  since 
this  section  primarily  relates  to  records  maintained  by  the 
Office  and  procedures  for  accessing  those  records,  and  no 
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comments  were  received  regarding  the  placement  of  PI.  12, 
this  section  remains  under  the  general  heading  "Records  and 
Files"  of  the  Patent  and  Trademark  Office. 

Discussion  of  Specific  Rules  to  be  Changed  or  Added:  Section 
1.12(a)  is  revised  to  reflect  the  fact  that  all  assignment  records 
related  to  pre- 1955  trademark  records  and  pre- 1957  patent 
records  were  transferred  to  the  National  Archives  and  Records 
Administration  (NARA)  during  1990.  All  assignments  re- 
corded on  or  after  January  1,  1955,  for  trademarks  and  May  1, 
1957,  for  patents  continue  to  be  maintained  by  the  Office.  The 
pre- 1955/1 957  records  have  been  transferred  to  NARA  to 
allow  for  greater  accessibility  to  the  public,  improvement  of 
file  integrity  for  the  older  records,  and  preservation  of  these 
materials.  The  pre-1955/1957  assignment  cards,  digest  books, 
and  fibers  were  stored  in  four  locations:  the  Assignment  Search 
Room  (ASR)  at  the  Office,  the  Federal  Records  Center  in 
Suitland,  Maryland,  the  National  Archives  in  downtown  Wash- 
ington, D.C.,  and  the  National  Archives  location  in  Alexandria, 
Virginia.  Storage  of  information  in  these  various  locations 
made  searching  of  old  assignment  records  difficult.  The  mate- 
rials located  at  the  Federal  Records  Center  could  be  ordered 
from  the  ASR.  However,  many  times  it  took  months  to  receive 
the  materials. 

All  assignment  records  from  1837  to  December  31,  1954, 
for  trademarks  and  from  1837  to  April  30,  1957,  for  patents  are 
now  maintained  and  are  open  for  public  inspection  in  the 
National  Archives  Research  Room  located  at  the  Washington 
National  Records  Center  Building,  4205  Suitland  Road,  Suit- 
land,  Maryland  20746.  Assignments  recorded  before  1837 
aremaintained  at  the  National  Archives  and  Records  Adminis- 
tration, 841  South  Pickett  Street,  Alexandria,  Virginia  22304. 

All  requests  for  abstracts  of  title  continue  to  be  provided  by 
the  Office  upon  request  and  payment  of  fees  set  forth  in  §§  1.19 
and  2.6.  Requests  for  copies  and  certified  copies  of  the 
pre-1955  records  for  trademarks  and  pre-1957  records  for 
patents  should  be  directed  to  NARA  since  those  records  are  not 
maintained  by  the  Office.  Since  these  records  are  maintained 
by  NARA,  it  is  more  expeditious  to  request  copies  directly 
from  NARA,  rather  than  the  Office,  which  would  then  have  to 
route  the  requests  to  NARA.  Payment  of  the  fees  required  by 
NARA  should  accompany  all  requests  for  copies. 

Another  change  makes  clear  that  separate  assignment 
records  are  kept  for  patents  and  trademarks,  and  that  an  extra 
charge  will  be  imposed  by  the  Office  on  requests  for  copies  of 
recorded  assignments  if  the  correct  reel  and  frame  number  are 
not  identified. 

Sections  1.17  and  1.46  are  amended  to  make  reference  to  § 
3.81,  which  replaces  §  1.334,  and  delete  reference  to  §  1.334. 
The  amount  of  the  fee  for  recording  a  document  is  not  affected 
by  this  rule  change. 

Section  1.104(e)  is  amended  to  make  reference  to  Part  3, 
which  replaces  §  1.331,  and  delete  reference  to  §  1.331. 

Section  3.1  is  added  to  set  out  definitions  of  terms  used  in 
Part  3.  Terms  which  are  defined  include  "appfication,"  "assign- 
ment," "document,"  "Office"  (meaning  Patent  and  Trademark 
Office),  "recorded  document,"  and  "registration."  Definitions 
are  provided  to  make  clear  the  intended  meanings  of  the  terms 
used  in  Part  3.  These  definitions  are  intended  to  be  appficable 
only  to  Part  3.  For  example,  the  term  "application"  is  defined, 
for  the  purpose  of  Part  3,  to  mean  a  national  application  for 
patent,  an  international  application  for  patent  that  designates 
the  United  States  of  America,  or  an  application  to  register  a 
trademark,  unless  otherwise  indicated. 

Section  3.11  replaces  and  modifies  the  practice  set  forth  in 
§§  1.331(a)  and  2.185(a),  which  specify  the  documents  the 
Office  will  record.  This  section  specifies  that  assignments  of 
patents  and  registrations  will  be  recorded,  as  well  as  other 
documents  which  affect  title  to  applications,  registrations  and 
patents.  Section  3.11  requires  that  a  completed  cover  sheet  as 
specified  in  §  3.28  and  §  3.31  be  submitted  with  the  document 
to  be  recorded. 

Section  3.16  is  added  to  incorporate  the  fimitation  set  out  in 
15  U.S.C.  §  1060  proscribing  the  assignment  of  an  intent-to- 
use  trademark  application  prior  to  the  filing  of  a  statement  of 
use,  except  as  a  part  of  the  sale  of  an  on-going  business. 
Because  the  rules  in  Part  3  are  intended  to  address  all  rules 
relating  to  assignments,  it  is  appropriate  to  refer  to  the  statutory 
requirements  of  an  assignment  of  an  intent-to-use  trademark 
appfication. 

Section  3.21  replaces  and  modifies  the  practice  of  § 
1.331(c).  Section  3.21  sets  forth  requirements  for  the  identifi- 
cation of  patents  or  patent  applications  in  documents  submitted 
for  recording.  An  assignment  relating  to  a  patent  must  identify 


the  patent  by  number.  The  name  of  the  inventor,  the  issue  date, 
and  title  of  the  invention  as  stated  in  the  patent  may  also  be 
given  in  the  assignment  to  provide  additional  information  on 
the  patent  being  assigned.  An  assignment  relating  to  a  national 
patent  application  must  identify  the  national  patent  application 
by  appfication  number  (consisting  of  the  series  code  and  the 
serial  number,  e.g.,  07/123,456)  or  serial  number  and  fifing 
date.  An  assignment  relating  to  an  international  patent  appfi- 
cation which  designates  the  United  States  of  America  must 
identify  the  international  appfication  number  (e.g.,  PCT/US90/ 
01234).  The  name  of  the  inventor,  date  of  filing,  and  title  of  the 
invention  as  stated  in  the  patent  application  may  also  be  given 
in  the  assignment.  If  an  assignment  is  executed  concurrently 
with,  or  subsequent  to,  the  execution  of  the  patent  application, 
but  before  the  patent  appfication  is  filed,  it  must  identify  the 
patent  application  by  its  date  of  execution,  name  of  each 
inventor,  and  title  of  the  invention  so  that  there  can  be  no 
mistake  as  to  the  patent  application  intended.  Assignments 
submitted  for  recording  that  do  not  identify  the  patent  or  patent 
application  as  required  by  this  section  will  not  be  recorded,  but 
will  be  returned  to  the  correspondence  address  that  is  required 
to  be  provided  on  the  cover  sheet  by  §  3.31(e). 

Section  3.24  is  added  to  set  out  formal  document  require- 
ments to  facilitate  and  expedite  the  recording  process.  This 
section  requires  that  documents,  either  the  original  or  a  true 
copy  of  the  original,  submitted  for  recording  be  legible,  using 
only  one  side  of  each  page.  The  paper  used  should  be  flexible, 
white,  durable,  and  preferably  no  larger  than  21.6  x  33.1  cm.  (8 
X  14  inches),  with  a  2.5  cm.  (one-inch)  margin  on  all  sides. 
Documents  submitted  in  this  form  are  camera-ready  and  can  be 
recorded  expeditiously  with  fittle  additional  handling  required. 
Documents  that  fail  to  meet  the  legibifity  and  single-sided 
paper  requirements  of  this  section  will  be  returned  as  set  forth 
in  §  3.51. 

Section  3.26  replaces  and  modifies  the  practice  of  §§ 
1.331(b)  and  2.185(a)(2).  Section  3.26  provides  that  the  Office 
will  accept  and  record  non-English  documents  provided  they 
are  accompanied  by  a  verified  English  translation  signed  by  the 
translator.  Documents  submitted  that  fail  to  meet  the  require- 
ments of  this  section  will  be  returned  as  set  forth  in  §  3.51. 

Section  3.27  is  added  to  set  out  how  documents  submitted 
for  recording  should  be  addressed  to  the  Office.  To  ensure 
prompt  and  proper  processing,  documents  and  their  cover 
sheets  should  be  addressed  to  the  Commissioner  of  Patents  and 
Trademarks,  Box  Assignments,  Washington,  D.C.  20231,  un- 
less they  are  filed  together  with  new  applications  or  with  a 
petition  under  §  3.81(b).  Petitions  under  §  3.81(b)  should  be 
addressed  to  the  Commissioner  of  Patents  and  Trademarks, 
Box  DAC,  Washington,  D.C.  20231.  New  applications  and 
other  petitions  should  be  addressed  to  the  Commissioner  of 
Patents  and  Trademarks,  Washington,  D.C.  20231. 

Section  3.28  is  added  to  set  out  the  requirement  that  all 
documents  submitted  to  the  Office  for  recording  be  accompa- 
nied by  at  least  one  coversheet  referring  either  to  the  patent 
applications  and  patents  or  to  the  trademark  applications  and 
registrations  against  which  the  document  is  to  be  recorded. 
Only  one  set  of  documents  and  cover  sheets  to  be  recorded 
should  be  filed.  If  a  document  to  be  recorded  includes  interests 
in,  or  transactions  involving,  both  patents  and  trademarks, 
separate  patent  and  trademark  coversheets  must  be  submitted. 
If  a  document  to  be  recorded  is  not  accompanied  by  a 
completed  cover  sheet,  the  document  and  any  incomplete 
cover  sheet  will  beretumed  to  the  correspondence  address  for 
proper  completion  of  the  cover  sheet  and  resubmission  of  the 
cover  sheet  and  document.  While  the  previous  rules  did  not 
require  a  cover  sheet  to  accompany  each  document  submitted 
for  recording,  typically  a  cover  letter  is  submitted  to  ensure 
proper  processing  of  the  document.  The  Office  is  making  a 
cover  sheet  mandatory  in  order  to  betterensure  prompt  and 
proper  processing  of  all  documents  submitted  for  recording. 
The  cover  sheet  contains  all  the  information  necessary  for  the 
Office  toprocess  the  document. 

Section  3.31  is  added  to  set  out  the  formal  requirements  of 
the  cover  sheet.  Section  3.31  requires  that  each  patent  or 
trademark  cover  sheet  must  contain  ( 1 )  the  name  of  the  party 
conveying  the  interest;  (2)  the  name  and  address  of  the  party 
receiving  the  interest;  (3)  a  brief  description  of  the  interest 
conveyed  or  transaction  to  be  recorded  (e.g.,  assignment, 
license,  change  of  name,  merger,  security  agreement,  etc.);  (4) 
each  application  number,  patent  number  or  registration  number 
against  which  the  document  is  to  be  recorded,  or  an  indication 
that  the  document  is  filed  together  with  a  patent  application; 
(5)  the  name  and  address  of  the  party  to  whom  correspondence 
concerning  the  document  to  be  recorded  should  be  mailed;  (6) 
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the  number  of  applications,  patents  or  registrations  identified  in 
the  cover  sheet  and  the  total  fee;  (7)  the  date  the  document  was 
executed;  (8)  an  indication  that  the  assignee  of  a  trademark 
application  or  registration  who  is  not  domiciled  in  the  United 
States  has  designated  a  domestic  representative;  (9)  a  state- 
ment by  the  party  submitting  the  document  that  to  the  best  of 
the  person's  knowledge  and  belief,  the  information  contained 
on  the  cover  sheet  is  true  and  correct,  and  (10)  the  signature  of 
the  party  submitting  the  document.  The  term  "party"  as  used  in 
this  rule  means  the  person  whose  name  appears  on  the 
documents  to  be  recorded,  that  person's  attorney  or  registered 
agent,  or  a  corporate  officer  where  a  corporation's  name 
appears  on  the  document.  Sample  cover  sheets  for  patent 
documents  and  for  trademark  documents  are  shown  in  Appen- 
dices A  and  B. 

Section  3.34  is  added  to  set  out  the  procedure  to  correct 
obvious  errors  in  a  recorded  cover  sheet.  This  section  requires 
that  if  a  recorded  cover  sheet  contains  an  error  that  is  apparent 
when  the  cover  sheet  is  compared  with  the  recorded  document, 
the  error  will  be  corrected  only  if  a  corrected  cover  sheet  is 
filed  for  recordation.  The  corrected  cover  sheet  must  be 
accompanied  by  the  originally-recorded  document  or  a  copy  of 
the  originally-recorded  document  and  by  a  new  assignment 
recording  fee  in  the  appropriate  amount. 

Section  3.41  replaces  and  consolidates  practice  under  §§ 
1.331(a)  and  2.185(a)(3)  regarding  recording  fees.  Section 
3.41  requires  that  all  requests  to  record  documents  be  accom- 
panied by  the  appropriate  fee.  A  fee  is  charged  for  each 
apphcation,  patent  and  registration  identified  in  the  cover 
sheet.  The  recording  fee  for  patents  and  patent  applications  is 
specified  in  §  1.21(h).  The  recording  fee  for  trademark 
registrations  and  appUcations  is  specified  in  §  2.6(q). 

Section  3.51  replaces  and  modifies  the  practice  of  §§  1.332 
and  2.185(c).  Section  3.51  sets  the  date  of  recording  of  a 
document  as  the  date  the  document  meeting  the  requirements 
for  recording  set  forth  in  this  Part  is  filed  in  the  Office.  A 
document  which  does  not  comply  with  the  identification 
requirements  of  §  3.21  will  not  be  recorded.  For  documents  not 
accepted  for  recording,  parties  can  petition  under  37  CFR  §§ 
1.181  and  2.146(a).  Other  documents  not  meeting  the  require- 
ments for  recording,  for  example,  a  document  submitted 
without  a  completed  cover  sheet,  without  the  required  fee,  or 
without  any  required  translation,  will  be  returned  for  correction 
to  the  sender  when  a  return  address  is  available.  The  returned 
papers,  stamped  with  the  official  date  of  receipt  in  the  Office, 
will  be  accompanied  by  a  letter  indicating  that  if  the  returned 
papers  are  corrected  and  resubmitted  to  the  Office  within  time 
specified  in  the  letter,  the  Office  will  consider  the  original  date 
of  filing  of  the  papers  as  the  date  of  recording  of  the  papers. 
Submitters  can  use  the  certificate  procedure  under  either  §§  1.8 
or  1.10  for  resubmissions  of  returned  papers  if  they  desire  to 
have  the  benefit  of  the  date  of  deposit  in  the  United  States 
Postal  Service.  If  the  returned  papers  are  not  corrected  and 
resubmitted  within  the  specified  period,  the  date  of  filing  of  the 
corrected  papers  will  be  considered  to  be  the  date  of  recording 
of  the  papers.  Extensions  of  time  will  not  be  available  to 
extend  the  specified  period  to  resubmit  the  returned  papers. 

Section  3.54  is  added  to  set  out  the  effect  of  recording  a 
document.  This  section  states  that  the  recording  of  a  document 
is  not  a  determination  by  the  Office  of  the  validity  of  the 
document  or  the  effect  that  document  has  on  the  title  to  an 
application,  a  patent,  or  a  registration.  The  Office  will  deter- 
mine, when  necessary,  what  effect  a  document  has,  including 
whether  a  party  has  the  authority  to  take  an  action  in  a  matter 
pending  before  the  Office.  Examples  of  when  the  Office  will 
need  to  determine  whether  a  party  has  the  authority  to  take  an 
action  in  a  matter  pending  before  the  Office  include:  (1) 
prosecution  by  the  assignee  as  in  §  3.71;  (2)  consent  of  an 
assignee  to  the  filing  of  a  reissue  application  as  provided  in  § 
1.172;  and  (3)  execution  of  a  disclaimer  under  §  1.321  by  an 
assignee. 

Section  3.56  replaces  and  modifies  the  practice  of  §  1.333. 
Section  3.56  provides  that  an  assignment,  which  at  the  time  of 
its  execution  is  conditional  on  a  given  act  or  event,  will  be 
treated  by  the  Office  as  an  absolute  assignment.  This  section 
serves  as  notification  as  to  how  a  conditional  assignment  will 
be  treated  by  the  Office  in  any  proceeding  requiring  a  deter- 
mination of  the  owner  of  an  application,  patent  or  registration. 
Since  the  Office  will  not  determine  whether  a  condition  has 
been  fulfilled,  the  Office  will  treat  the  submission  of  such  an 
assignment  for  recordation  as  signifying  that  the  act  or  event 
has  occurred. 

Section  3.61  replaces  and  modifies  the  practice  of  § 
2.185(a)(4).  Section  3.61   sets  forth  that  an  assignee  of  a 


trademark  application  or  registration  not  domiciled  in  the 
United  States  must  designate  a  domestic  representative  in 
writing  to  the  Office.  Assignees  of  patent  applications  or 
patents  may  designate  domestic  representatives  if  the  assignee 
is  not  residing  in  the  United  States.  35  U.S.C.  §  293.  The 
designation  is  required  to  state  the  name  and  address  of  a 
person  residing  within  the  United  States  on  whom  may  be 
served  process  or  notice  of  proceedings  affecting  the  applica- 
tion, patent  or  registration  or  rights  thereunder. 

Section  3.71  replaces  and  modifies  the  practice  of  §§  1.32 
and  2.186.  Section  3.71  sets  forth  that  the  assignee  of  record  of 
the  entire  right,  title  and  interest  in  an  application  for  patent  is 
entitled  to  conduct  the  prosecution  of  the  patent  application  to 
the  exclusion  of  the  named  inventor.  Similarly,  the  assignee  of 
an  application  for  registration  is  entitled  to  conduct  the 
prose-cution  of  the  trademark  apphcation  to  the  exclusion  of 
the  applicant. 

Section  3.73  is  added  to  set  out  the  procedure  by  which  an 
assignee  can  establish  the  right  to  take  action  in  an  application, 
patent  or  registration.  The  inventor  is  presumed  to  be  the 
original  owner  of  a  patent  application  and  any  patent  that  may 
issue  therefrom,  unless  there  is  an  assignment.  The  original 
applicant  is  presumed  to  be  the  original  owner  of  a  trademark 
application  and  any  registration  that  may  issue  therefrom, 
unless  there  is  an  assignment.  Any  action  before  the  Office 
with  respect  to  an  assigned  patent  application,  patent,  or 
reexamination  may  be  taken  by  the  assignee  of  the  entire  right, 
title,  and  interest,  provided  ownership  is  established  to  the 
satisfaction  of  the  (Commissioner.  The  assignee  may  establish 
ownership  by  submitting  to  the  Office  documentary  evidence 
of  a  chain  of  title  from  the  original  owner  to  the  assignee  or  by 
specifying  (e.g.,  reel  and  frame  number,  etc.)  where  such 
evidence  is  recorded  in  the  Office.  Additionally,  when  a  patent 
assignee  is  not  represented  by  an  attorney  or  registered  agent, 
a  statement  signed  by  the  assignee  must  also  be  submitted 
stating  the  evidence  has  been  reviewed  and  certifying  that,  to 
the  best  of  the  party's  knowledge  and  belief,  title  is  in  the  party 
seeking  to  take  the  action.  Documents  submitted  to  establish 
ownership  may  be  required  to  be  recorded  in  the  Office  as  a 
condition  to  permitting  the  requesting  party  to  take  action  in  a 
matter  pending  before  the  Office.  Any  action  before  the  Office 
with  respect  to  an  assigned  trademark  registration,  application 
or  post-registration  matter,  may  be  taken  by  the  assignee 
provided  ownership  is  established  to  the  satisfaction  of  the 
Commissioner  by  recording  an  assignment  to  the  assignee  or 
by  submitting  other  proof  of  the  assignment. 

Section  3.81  replaces  and  modifies  the  practice  of  §  1.334. 
Section  3.81  sets  forth  the  procedure  for  issuance  of  a  patent  to 
an  assignee.  If  an  assignment  of  the  entire  right,  title,  and 
interest  is  recorded  before  the  issue  fee  is  paid  for  a  patent 
application,  the  patent  may  issue  in  the  name  of  the  assignee. 
If  the  assignee  holds  an  undivided  part  interest,  the  patent  may 
issue  jointly  to  the  inventor  and  the  assignee.  At  the  time  the 
issue  fee  is  paid,  the  name  of  the  assignee  must  be  provided  if 
the  patent  is  to  issue  solely  or  jointly  to  that  assignee.  If  the 
assignment  is  submitted  for  recording  after  the  date  of  payment 
of  the  issue  fee,  but  prior  to  issuance  of  the  patent,  the  assignee 
may  petition  that  the  patent  issue  to  the  assignee.  Any  such 
petition  must  be  accompanied  by  the  fee  set  forth  in  § 
1.17(i)(l). 

Section  3.85  replaces  and  modifies  the  practice  of  §  2.187. 
Section  3.85  sets  forth  the  procedure  for  issuance  of  a 
registration  to  an  assignee.  The  certificate  of  registration  may 
be  issued  to  the  assignee  of  the  appUcant,  or  in  a  new  name  of 
the  applicant,  provided  that  the  party  files  a  written  request  in 
the  trademark  application  record  by  the  time  the  application  is 
being  prepared  for  issuance  of  the  certificate  of  registration, 
and  an  appropriate  document  is  recorded  in  the  Office.  If  the 
assignment  or  name  change  document  has  not  been  recorded  in 
the  Office,  then  the  written  request  must  state  that  the  docu- 
ment has  been  filed  for  recordation.  The  address  of  the 
assignee  must  be  made  of  record  in  the  trademark  application 
file. 

Response  to  Comments  on  the  Rules 

The  comments  received  in  response  to  the  notice  of  pro- 
posed rulemaking  have  been  given  careful  consideration  and  a 
number  of  the  suggested  modifications  have  been  adopted.  The 
comments  and  responses  are  discussed  below. 

In  this  discussion,  "Patent  and  Trademark  Office"  is  abbre- 
viated as  "Office"  or  "PTO". 

Comment:  Two  comments  were  received  addressed  to  the 
overall  rule  package.  One  comment  expressed  concern  over  the 
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potential  confusion  of  instituting  a  new  Part  3.  It  was  suggested 
that  Parts  1  and  2  be  amended  to  contain  the  necessary 
changes.  Another  comment  was  concerned  that  the  rules  and 
specifically  the  new  cover  sheet  requirement  would  impede 
promptness  and  accuracy  of  the  recordation  process. 

Response:  The  Office  has  determined  that  the  new  rules  will 
result  in  greater  efficiency  and  accuracy  in  the  recordation 
process  and  improve  the  integrity  of  the  records  maintained  by 
the  PTO.  Further,  the  PTO  beheves  that  a  new  Part  3, 
containing  all  rules  relating  to  assignments,  will  be  beneficial 
to  the  majority  of  patent  and  trademark  system  users. 

Comment:  Section  3.1  was  proposed  to  define  "application" 
as  an  application  for  patent  or  an  application  to  register  a 
trademark.  One  comment  questioned  whether  international 
apphcations  filed  under  the  Patent  Cooperation  Treaty  were 
included  in  the  definition  of  the  word  "application." 

Two  comments  were  received  concerning  the  definition  of 
"assignment."  As  proposed,  §  3.1  defines  "assignment"  of  a 
trademark  in  terms  of  a  "trademark  application"  or  "registra- 
tion." The  comments  suggested  that  because  Section  10  of  the 
Trademark  Act,  15  U.S.C.  §  1060,  speaks  in  terms  of  a 
"registered  mark"  or  a  "mark  for  which  application  to  register 
has  been  filed,"  which  was  reflected  in  previous  trademark  rule 
2.186,  the  different  terminology  may  be  construed  to  permit 
assignment  of  a  trademark  without  assignment  of  the  underly- 
ing goodwill. 

Response:  The  wording  of  3.1  has  been  changed  to  include 
both  national  applications  for  patent  and  international  applica- 
tions that  designate  the  United  States  in  the  term  "application." 

Also  to  avoid  any  potential  confusion  over  the  definition  of 
a  trademark  assignment,  the  Office  adopted  the  suggestion  to 
reflect  Section  10  of  the  Trademark  Act  and  to  refer  to  a 
"registered  mark"  or  a  "mark  for  which  application  to  register 
has  been  filed"  in  its  definition  of  assignment. 

Comment:  As  proposed,  §  3.16  provides  that  an  application 
to  register  a  mark  under  15  U.S.C.  §  1051(b)  cannot  be 
assigned  before  a  statement  of  use  is  filed  except  to  a  successor 
to  an  ongoing  business  of  the  original  applicant.  One  comment 
suggested  §  3.16  be  further  amended  to  correct  a  legislative 
oversight  and  permit  assignment  of  the  application  after  an 
amendment  to  allege  use  is  filed. 

One  other  comment  suggested  the  PTO  define  the  statutory 
language  "successor  to  the  business  of  the  applicant." 

Response:  As  proposed.  Rule  3.16  merely  restates  the 
statute.  To  permit  the  filing  of  an  assignment  to  a  successor  to 
an  on-going  business  before  an  amendment  to  allege  use  has 
been  filed  would  make  the  rule  inconsistent  with  the  statute. 

As  to  the  definition  of  "successor  to  the  business  of  the 
applicant,"  it  has  been  determined  that  in  the  absence  of  any 
statutory  definition,  it  is  better  left  to  case  law  to  establish  the 
meaning.  A  business,  or  portion  thereof,  can  be  transferred  or 
assigned  in  a  variety  of  ways,  and  the  question  of  valid 
ownership  might  arise  in  a  variety  of  circumstances.  For  the 
PTO  to  define  what  constitutes  a  successor  may  be  duly 
restrictive. 

Accordingly,  the  suggested  modifications  have  not  been 
adopted. 

Comment:  Section  3.21,  as  proposed,  provides  that  an 
assignment  of  a  patent  or  patent  application  must  be  identified 
by  number.  One  comment  requested  a  further  amendment  to 
allow  the  filing  of  a  patent  assignment  after  filing  an  applica- 
tion for  patent  but  before  knowing  the  application  number  by 
allowing  identification  by  the  execution  date,  inventors  and 
title  of  the  invention  instead  of  the  application  number. 

Another  comment  suggested  that  assignments  relating  to 
trademark  applications  and  registrations  should  also  be  re- 
quired to  have  the  identifying  serial  and  registration  numbers 
within  the  body  of  the  assignment  document. 

One  comment  questioned  whether  the  patent  identification 
number  was  required  in  the  document  or  whether  the  number 
could  just  appear  on  the  cover  sheet. 

Response:  Providing  the  identifying  number  in  the  assign- 
ment document  allows  for  greater  efficiency  and  accuracy  in 
recording  assignments.  However,  unlike  patents,  trademarks 
can  have  an  indefinite  fife.  Assignments  may  be  recorded  years 
after  an  assignment  has  occurred  to  clear  up  the  chain  of  title. 
It  may  not  be  possible  to  execute  a  new  assignment  to  include 
identifying  numbers  in  the  document  years  later.  Accordingly, 
it  is  preferable  for  the  PTO  to  be  more  flexible  in  recording 
trademark  assignments  which  may  contain  the  identifying 
number  in  the  cover  sheet  rather  than  in  the  document  itself. 
Because  of  the  nature  of  a  patent,  less  flexibility  is  permitted. 
Patent  rights,  unlike  trademark  rights,  do  not  exist  apart  from 
the  issued  patent.  Accordingly,  when  an  interest  in  a  patent  is 


transferred,  the  patent  identifying  number  must  be  in  the 
assignment  document.  This  requirement  only  applies  to  assign- 
ments, not  to  documents  other  than  assignments. 

The  PTO  makes  every  effort  to  provide  applicants  with  the 
application  numbers  for  newly-filed  patent  applications  as 
soon  as  possible.  It  is  suggested,  however,  that  assignment 
documents  may  be  written  to  allow  entry  of  the  identifying 
number  after  the  execution  of  the  assignment.  An  example  of 
acceptable  wording  is:  "I  hereby  authorize  and  request  my 
attorney,  (Insert  name),  of  (Insert  address),  to  insert  here  in 

parentheses  (Application  number ,  filed)  the  filing 

date  and  application  number  of  said  application  when  known." 

Accordingly,  the  suggested  modifications  have  not  been 
adopted. 

Comment:  Section  3.24,  as  proposed,  provides  the  formal 
requirements  for  the  documents  which  are  to  be  recorded  and 
the  cover  sheet.  Three  comments  stated  that  the  one-side  only 
requirement  was  unreasonable  in  light  of  PTO's  issuance  of 
two-sided  patent  and  trademark  copies  and  of  the  practices  of 
other  governments  and  corporations  over  which  the  submitter 
would  have  no  control. 

One  comment  requested  clarification  of  "bond  weight  pa- 
per" and  suggested  the  language  used  in  the  rules  setting  out 
drawing  requirements  be  adopted. 

One  comment  stated  that  the  document  size  requirements 
should  only  pertain  to  documents  prepared  and  executed  by 
parties  who  wish  to  convey  title. 

Two  comments  questioned  whether  the  PTO  would  permit 
the  filing  of  copies  or  true  copies  in  heu  of  the  original 
documents  for  recording. 

Response:  The  formal  requirements  set  out  in  §  3.24  are 
related  to  PTO's  ability  to  capture  on  film  papers  filed  with  the 
PTO.  The  requirements  are  not  related  to  the  other  printing  or 
photocopying  services  PTO  provides.  Micrographics  reproduc- 
tion requires  that  only  one  side  of  each  page  be  used  for 
efficiency.  If  the  original  document  is  two-sided  or  the  wrong 
size,  the  practitioner  can  comply  with  this  requirement  by 
providing  a  true  copy  of  the  original  document  using  only  one 
side  of  each  page  on  the  correct  size  paper.  The  language  in 
3.24  has  been  changed  to  clarify  that  true  copies  or  originals 
are  acceptable.  Further,  the  language  describing  the  type  of 
paper  to  be  used  has  been  changed  to  be  consistent  with  the 
drawing  requirement  rules. 

Comment:  Section  3.28,  as  proposed,  provides  that  all 
requests  to  record  a  document  must  be  accompanied  by  the 
document  to  be  recorded  and  at  least  one  cover  sheet.  One 
comment  expressed  confusion  over  whether  the  document 
must  be  accompanied  by  a  cover  letter  as  well  as  a  request  for 
recording.  One  comment  stated  the  requirement  for  a  cover 
sheet  did  not  help  the  PTO  with  the  documents  which  are  filed 
with  applications  and  the  commenter  did  not  see  the  need  for 
an  additional  paper  included  among  the  papers  for  a  new 
application. 

Response:  The  first  sentence  has  been  rewritten  to  clarify 
that  only  the  document  and  a  cover  sheet(s)  must  be  submitted. 
A  separate  request  for  recording  is  not  required  or  needed. 
Because  the  cover  sheet  provides  all  pertinent  information  in 
one  place,  it  will  greatly  assist  the  processing  of  assignments 
by  the  PTO.  For  those  applications  which  are  filed  with  an 
assignment,  the  additional  cover  sheet  required  for  the  assign- 
ment aids  the  processing  of  the  assignment. 

Comment:  Numerous  comments  were  received  on  the  pro- 
posed cover  sheet  requirements  of  §  3.31.  One  comment 
questions  whether  the  form  or  the  contents  of  the  form  are 
being  required  and  cautioned  that  the  cover  sheet  should  not 
become  a  technical  obstacle  to  recordation. 

Two  comments  claimed  the  cover  sheet  requirement  would 
be  burdensome  and  the  documents  recorded  should  speak  for 
themselves. 

Two  comments  objected  to  the  requirement  for  the  charac- 
terization of  the  interest  being  conveyed.  One  of  the  commen- 
tors  indicated  it  was  not  the  best  evidence  of  what  the  interest 
is  and  may  be  misleading  while  the  second  comment  or  was 
concerned  practitioners  would  be  subject  to  malpractice  claims 
and  be  made  parties  to  litigation  involving  the  transfer. 

One  comment  stated  that  requiring  the  assignee's  address 
was  burdensome  and  excessive.  Three  comments  questioned 
the  lack  of  consistency  between  proposed  subsections  (a)  and 
(b)  of  §  3.31  which  requires  only  the  name  of  the  conveyor  but 
both  the  name  and  address  of  the  receiver. 

Two  comments  stated  that  the  language  of  the  rule  was 
unclear  as  to  whether  the  fist  of  properties  within  the  assign- 
ment document  should  be  retyped  on  the  cover  sheet,  which 
would  be  burdensome  and  fraught  with  potential  errors. 
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One  comment  was  received  suggesting  that  properties  be 
identified  with  as  much  information  as  possible  (i.e.,  serial 
number,  patent  number,  fifing  date,  inventors,  etc.). 

Four  comments  stated  that  the  requirement  for  an  execution 
date  of  the  document  is  excessive  and  burdensome.  One  of  the 
comments  stated  that  the  execution  date  may  not  be  as 
important  as  the  effective  date  of  the  document.  One  suggested 
the  effective  date  would  be  more  accurate  and  another  sug- 
gested the  document  should  speak  for  itself.  One  additional 
comment  stated  that  a  nunc  pro  tunc  assignment  of  the 
substantive  rights  of  an  assignee  or  assignor  may  be  unduly 
affected  by  the  requirement  for  recitation  of  the  execution  date. 

Nine  comments  were  received  objecting  to  the  language  of 
the  proposed  verification.  Some  comments  recommended  that 
the  verification  statement  be  deleted.  Other  comments  recom- 
mended that  the  verification  statement  be  based  on  "informa- 
tion and  belief."  The  comments  indicated  (1)  practitioners  did 
not  want  to  be  held  responsible  for  the  information  entered  on 
the  cover  sheet,  (2)  there  was  no  purpose  served  by  signing  the 
cover  sheet  because  the  documents  should  speak  for  them- 
selves and  (3)  under  37  C.F.R.  §  10.18,  a  registered  practitio- 
ner's signature  indicates  that  the  filing  is  correct. 

One  comment  suggested  that  proposed  §  3.3  l(i)  does  not 
recognize  the  right  of  some  non-lawyers  to  practice  in  trade- 
mark matters  before  the  PTO. 

Additionally,  many  comments  and  suggestions  were  re- 
ceived on  the  layout  of  the  sample  cover  sheets. 

Response:  The  proposed  purpose  of  the  cover  sheet  is  to 
provide  a  synopsis  of  the  vital  information  contained  in  a 
recorded  document.  The  cover  sheet  form  itself  is  not  required, 
only  the  information  outlined  in  §  3.31  is  required.  Use  of  the 
sample  cover  sheet  formats  appearing  as  Appendices  A  and  B 
to  the  rule  package  is  encouraged.  The  Office  will  make  paper 
copies  of  the  sample  cover  sheets  available  for  customer  use. 
Persons  wishing  to  obtain  paper  copies  of  the  sample  cover 
sheets  should  contact  the  Public  Service  Center  at  (703) 
305-HELP.  Questions  regarding  the  sample  cover  sheets 
should  be  directed  to  the  Assignment  and  Certification  Ser- 
vices Division  at  (703)  308-9700. 

As  indicated  in  the  proposed  rule  package,  a  majority  of 
documents  presently  filed  for  recording  are  accompanied  by  a 
cover  letter  containing  much  of  the  information  required  in  § 
3.31.  The  PTO  does  not  believe  standardization  of  the  infor- 
mation submitted  is  an  undue  burden.  Standardization  ensures 
easy  reference  to  all  critical  information.  Further,  the  parties  or 
their  representatives  are  in  a  better  position  to  know  or 
ascertain  the  nature  of  the  interest  involved  than  the  PTO.  The 
document  will  always  speak  for  itself.  However,  a  character- 
ization assists  in  putting  others  on  notice  as  to  the  nature  of  the 
transaction. 

It  was  determined  that  a  verification  is  not  required.  The 
language  has  been  changed  to  a  statement  on  the  cover  sheet 
based  on  "information  and  belief."  Further,  §  3.3 l(i)  has  been 
divided  into  two  paragraphs,  one  for  the  statement  that  is 
required  and  one  for  the  signature. 

The  address  of  the  assignee  or  receiving  party  is  vital 
information  for  maintaining  complete  assignment  records.  The 
original  owner  is  the  applicant,  for  which  the  Office  has  the 
address  of  record.  Each  subsequent  assignee  address  is  then 
obtained  under  this  requirement  and  is  of  record  if  the  PTO  or 
pubUc  needs  to  contact  the  present  assignee.  The  execution 
date  is  required  to  determine  whether  an  assignment  has  been 
recorded  within  three  months  provided  in  35  U.S.C.  §  261  and 
15  U.S.C.  §  1060. 

When  there  is  a  listing  of  properties  contained  within  a 
document,  any  fisting  may  be  copied  and  attached  to  the  cover 
sheet  to  reduce  the  amount  of  typing  necessary.  A  notation  of 
this  attachment  can  be  made  in  lieu  of  entering  every  property 
identification  number  on  the  cover  sheet.  Should  submitters 
provide  information  in  addition  to  that  required  by  §  3.31,  it  is 
always  welcome,  but  not  required. 

The  comments  received  on  the  layout  of  the  sample  cover 
sheets  have  all  been  considered  and  some  modifications  have 
been  made.  However,  the  sample  cover  sheet  is  not  required 
and  it  is  not  part  of  the  rules. 

Comment:  Section  3.34,  as  proposed,  provides  for  correction 
of  errors  in  a  recorded  cover  sheet  when  the  error  is  apparent 
by  comparing  the  information  on  the  cover  sheet  with  the 
recorded  document  itself.  One  comment  received  expressed 
confusion  regarding  the  correction  procedure.  Another  com- 
ment suggested  that  corrections  should  not  be  Umited  to 
apparent  errors. 


Response:  The  PTO  will  not  compare  the  cover  sheet  with 
the  original  documents  during  the  recording  process  except  to 
assure  that  appfication  and  patent  numbers  are  present  in  patent 
assignments.  Otherwise,  it  will  only  check  to  see  that  the  cover 
sheet  is  complete.  When  a  submitter  discovers  an  obvious  error 
on  the  recorded  cover  sheet,  the  PTO  will  consider  a  request  to 
correct  it  when  it  receives:  (1)  the  original  recorded  document 
(or  a  copy);  (2)  a  corrected  cover  sheet;  and  (3)  the  appropriate 
fee  for  each  property  to  be  corrected.  The  PTO  will  then 
compare  the  cover  sheet  with  the  document  to  determine 
whether  the  error  is  apparent  on  its  face.  If  the  error  is  obvious, 
the  corrected  cover  sheet  will  be  recorded  and  the  respective 
Office  records  corrected.  If  the  error  is  not  obvious,  the 
procedure  set  forth  in  the  Manual  of  Patent  Examining 
Procedure,  MPEP  §  323  will  govern  for  patents  and  the 
procedure  set  forth  in  In  re  Abacab  International  Computers 
Ltd.  (Assignee  of  IHEC,  Ltd.),  21  USPQ2d  1078  (Comm'r 
Pats.  1987),  on  reconsideration,  21  USPQ2dl079  (Comm'r 
Pats.  1988)  will  govern  for  trademarks.  Submitters  may  also 
petition  under  §  1.833  or  §  2.146  for  other  corrections. 
Typographical  errors  made  by  the  Office  will  be  corrected 
without  charge  when  brought  to  our  attention. 

Accordingly,  the  suggested  modification  has  not  been 
adopted.  The  rule  has  only  been  changed  to  correct  a  cross 
reference. 

Comment:  As  proposed,  §  3.51  provides  that  the  date  of 
recording  is  the  date  all  of  the  required  information  is  filed  in 
the  Office.  Incomplete  documents  will  be  returned.  If  the 
returned  documents  are  resubmitted  timely,  the  document  will 
retain  the  date  on  which  it  was  received  as  incomplete.  Two 
comments  were  received  regarding  the  time  period  to  be  set  by 
the  PTO.  One  comment  indicated  that  any  delay  may  affect  the 
requirements  of  15  U.S.C.  §  1060.  It  was  therefore  recom- 
mended that  the  PTO  make  some  type  of  "conditional  entry"  in 
the  records  indicating  an  assignment  has  been  submitted  so 
interested  members  of  the  public  could  ascertain  that  there  may 
be  an  effective  recording  date.  The  other  comment  suggested 
the  time  period  for  resubmission  be  long  enough  to  allow 
communication  with  foreign  parties,  but  it  should  be  no  longer 
than  six  months. 

Response:  After  a  review  of  the  proposed  rule,  it  was 
determined  that  the  language  of  §  3.51  should  be  clarified  to 
reflect  that  the  originally-submitted  papers  with  the  official 
Office  date  stamp  indicating  the  original  receipt  date  in  the 
Office  must  be  returned  in  order  to  retain  the  original  date.  It 
is  the  intent  of  the  PTO  to  set  the  time  for  response  at  one 
month  from  the  date  of  maifing  of  the  returned  documents 
from  the  PTO.  It  is  befieved  that  most  correctable  errors  will 
involve  an  incomplete  cover  sheet  or  the  amount  of  the  fee 
submitted,  both  of  which  can  be  corrected  within  one  month. 

Further,  it  is  the  policy  of  the  PTO  to  make  of  record  only 
those  documents  which  meet  the  requirements  for  recording.  It 
is  not  beneficial  to  cloud  title  to  properties  with  potential 
transfers. 

Comment:  Section  3.56,  as  proposed,  is  a  restatement  of 
former  §  1.333  and  is  made  applicable  to  trademarks.  It 
provides  that  an  assignment  which  is  made  conditional  upon  a 
condition  subsequent  will  be  regarded  by  the  Office  as  an 
absolute  assignment.  One  comment  was  received  inquiring  as 
to  whether  §  3.56  appfied  to  security  interests,  another  was 
received  requesting  a  reference  in  the  rules  to  recording  of 
security  agreements. 

Response:  Section  3.56  is  applicable  only  to  assignments,  as 
they  are  defined  by  §  3.1,  that  is,  a  transfer  of  right,  title  and 
interest  in  a  patent  or  a  trademark.  A  security  interest  or  a 
security  agreement  is  in  the  nature  of  a  lien,  not  an  assignment. 
Accordingly,  §  3.56  would  not  apply  to  security  interests  or 
security  agreements  which  are  also  recordable.  It  applies  to 
conditional  assignments  because  the  Office  has  no  way  of 
determining  whether  and  when  conditions  are  satisfied  and 
therefore  must  address  this  type  of  assignment  in  a  uniform 
manner.  The  reference  to  the  recordability  of  security  agree- 
ments is  referred  to  here  in  the  final  rule  package. 

Comment:  The  second  sentence  of  §  3.71,  as  proposed, 
provides:  "[t]he  assignee  of  record  of  the  entire  right  title  and 
interest  in  a  trademark  appfication  or  registration  is  entitled  to 
conduct  the  prosecution  of  the  trademark  application  or  regis- 
tration to  the  exclusion  of  the  original  appficant  or  previous 
assignee."  One  comment  suggested,  as  had  been  recommended 
for  the  definitions  in  §  3.1,  that  language  be  adopted  consistent 
with  Section  10  of  the  Trademark  Act,  15  U.S.C.  §  1060,  so 
there  be  no  confusion  as  to  what  can  be  assigned  in  the 
trademark  area  and  further,  that  the  language  requiring  "entire 
right,  title  and  interest"  be  deleted. 
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Response:  As  was  the  case  with  the  PTO's  review  of  §  3.1, 
the  language  in  §  3.71  has  also  been  modified  to  eliminate  any 
confusion.  Accordingly,  §  3.71  now  provides  for  assignments 
of  registered  marks  or  a  mark  for  which  an  application  for 
registration  has  been  filed,  making  it  consistent  with  3.1.  While 
this  change  cannot  prevent  assignments  from  being  made 
without  the  underlying  goodwill,  it  may  eliminate  some 
confusion. 

Comment:  Section  3.73,  as  proposed,  provided  that  a  full 
assignee  could  take  any  action  before  the  OflSce  with  respect  to 
the  assigned  application,  patent,  or  registration  provide  own- 
ership is  established  to  the  satisfaction  of  the  Commissioner. 
The  rule  further  provided  that  ownership  could  be  established 
by  providing  documentary  evidence  of  the  chain  of  title  to  the 
assignee.  The  assignee  was  also  required  to  submit  a  verified 
statement  stating  the  evidence  had  been  reviewed  and  certify- 
ing to  the  best  of  the  party's  belief,  title  is  in  the  party  seeking 
to  take  the  action.  The  Office  reserved  the  right  to  require 
recordation  of  any  ownership  documents.  One  comment  sug- 
gested the  procedure  was  too  "elaborate"  and  "confusing"  to 
permit  the  submitting  party  to  act  rapidly.  Another  comment 
suggested  the  Office  use  the  language  of  former  §  2.186  which 
only  required  "the  assignment  has  been  recorded  or  that  proof 
of  the  assignment  has  been  submitted"  to  enable  action  by  the 
assignee. 

Another  comment  suggested  that  a  simple  statement  identi- 
fying the  documents  thought  to  place  ownership  in  a  party 
should  be  sufficient.  It  was  believed  that  no  additional  benefit 
accrued  by  having  the  party  state  that  they  believed  they  were 
entitled  to  take  the  action  because  whether  or  not  a  party  can 
act  is  a  determination  the  PTO  must  make. 

Two  comments  suggested  that  a  literal  reading  of  the  rule 
would  require  every  paper  filed  on  behalf  of  an  assignee  be 
accompanied  by  a  proof  of  ownership.  One  comment  sug- 
gested it  was  too  harsh  to  preclude  a  party  from  taking  action 
in  a  trademark  matter  until  proof  of  ownership  is  established  to 
the  satisfaction  of  the  Commissioner.  Rather,  it  was  suggested 
that  a  party  be  permitted  to  take  action  once  documents 
establishing  ownership  are  filed. 

One  comment  received  pointed  to  the  proposed  language  of 
3.73  providing  the  statement  must  be  signed  by  the  party  or  its 
attorney  or  agent  of  record  which  was  a  greater  requirement 
than  §  1.34(a),  if  that  was  intended. 

Another  comment  suggested  that  the  proposed  language  be 
changed  by  deleting  the  provision  that  ownership  must  be 
established  to  the  satisfaction  of  the  Commissioner  and  sub- 
stituting therefore  "provided  the  assignee  is  owner  of  the  entire 
right,  title,  and  interest  in  the  patent  application,  patent, 
registeredmark  or  mark  for  which  an  application  for  registra- 
tion has  been  filed." 

One  final  comment  suggested  that  §  3.73  be  changed  to 
specifically  set  forth  that  it  apphed  to  secure  Office  acceptance 
of  a  Section  8  or  15  affidavit  or  a  Section  9  application,  15 
U.S.C.  §§  1058,  1059,  for  trademark  filings,  and  requested 
examples  of  the  types  of  documents  necessary  to  establish 
ownership. 

Response:  Ownership  need  only  be  established  the  first  time 
the  new  party  wants  to  act  in  patent  and  trademark  cases, 
provided  the  appropriate  documents  are  recorded.  Section 
3.73(b)  is  modified  to  provide  that  a  statement  of  ownership 
need  only  be  provided  when  a  patent  assignee  wishes  to  act  on 
a  matter.  For  patents,  the  PTO  believes  it  is  appropriate  for  the 
patent  assignee  to  review  the  documents  it  believes  establishes 
its  ownership  prior  to  filing  a  paper  signed  by  that  assignee. 
Additionally,  the  statement  will  certify  that  to  the  best  of  the 
assignee's  knowledge  and  belief,  title  is  in  that  assignee.  This 
will  establish,  to  the  satisfaction  of  the  Commissioner,  that  the 
assignee  knows  of  no  other  document  establishing  title  in 
someone  other  than  the  assignee.  The  PTO  will  still  make  the 
determination  of  whether  the  assignee  is  entitled  to  take  action 
after  a  review  of  the  documents. 

For  trademarks  the  action  sought  to  be  taken  can  be 
submitted  simultaneously  by  the  party.  The  action  will  be 
examined  as  will  the  claim  of  ownership  and  the  party  will  be 
notified  whether  it  is  satisfactory.  As  in  the  past,  "any  action" 
refers  to  post-registration  documents  as  well. 

Other  Considerations 

The  rule  changes  are  in  conformity  with  the  requirements  of 
the  Regulatory  Flexibility  Act  (5  U.S.C.  601  et  seq.),  Executive 
Orders  12291  and  12612  and  the  Paperwork  Reduction  Act  of 
1980,  44  U.S.C.  3501  et  seq. 


The  General  Counsel  of  the  Department  of  Commerce  has 
certified  to  the  Chief  Counsel  for  Advocacy,  Small  Business 
Administration,  that  these  rule  changes  will  not  have  a  signifi- 
cant adverse  economic  impact  on  a  substantial  number  of  small 
entities  (Regulatory  Flexibility  Act,  5  U.S.C.  605(b)).  The 
principal  impact  of  these  changes  is  to  require  that  a  cover 
sheet  accompany  each  document  submitted  for  recording.  The 
rule  change  includes  no  additional  or  increased  fees.  Substan- 
tive rights  to  use  trademarks  and  patents  are  not  adversely 
affected. 

The  Office  has  determined  that  these  rule  changes  are  not  a 
major  rule  under  Executive  Order  12291.  The  annual  effect  on 
the  economy  will  be  less  than  $100  million.  Because  most  of 
the  changes  reduce  procedural  burdens,  there  will  be  no  major 
increase  in  costs  or  prices  for  consumers;  individual  industries; 
Federal,  state  or  local  government  agencies;  or  geographic 
regions.  There  will  be  no  significant  adverse  effects  on 
competition,  employment,  investment,  productivity,  or  innova- 
tion, or  on  the  ability  of  United  States-based  enterprises  to 
compete  with  foreign-based  enterprises  in  domestic  or  export 
markets. 

These  rule  changes  contain  a  collection-of-information  re- 
quirement subject  to  the  Paperwork  Reduction  Act  of  1980,  44 
U.S.C.  3501  et  seq.  The  rule  changes  add  a  requirement  for  a 
cover  sheet  to  be  submitted  with  each  document  to  be  recorded 
that  will  expedite  the  recording  process  and  improve  quality. 
This  collection  of  information  requirement  is  cleared  under 
OMB  Control  No.  0651-001 1.  The  public  reporting  burden  for 
this  requirement  is  estimated  to  be  one-half  hour  per  filing, 
including  the  time  for  reviewing  instructions,  searching  exis- 
ting data  sources,  gathering  and  maintaining  the  data  needed, 
and  completing  and  reviewing  the  collections  of  information. 

The  ()fBce  has  also  determined  that  this  notice  has  no 
Federalism  implications  affecting  the  relationship  between  the 
National  Government  and  the  States  as  outlined  in  Executive 
Order  12612. 

List  of  Subjects 

37  CFR  Part  1 

Administrative  practice  and  procedure.  Courts,  Freedom  of 
information.  Inventions  and  patents.  Reporting  and  record- 
keeping requirement. 

37  CFR  Part  2 

Administrative  practice  and  procedure.  Courts,  Lawyers, 
Trademarks. 

37  CFR  Part  3 

Administrative  practice  and  procedure.  Inventions  and  pat- 
ents. Trademarks,  Reporting  and  recordkeeping  requirement. 

For  the  reasons  set  out  in  the  preamble  and  pursuant  to  the 
authority  contained  in  15  U.S.C.  1123  and  35  U.S.C.  6,  parts  1, 
2  and  3  of  title  37  of  the  Code  of  Federal  Regulations  are 
amended  as  set  forth  below. 

PART  I  -  RULES  OF  PRACTICE  IN  PATENT  CASES 

1 .  The  authority  citation  for  37  CFR  Part  1  would  continue 
to  read  as  follows: 

Authority:  35  U.S.C.  6,  unless  otherwise  noted. 

2.  Section  1.12  paragraphs  (a)  and  (d)  are  revised  to  read  as 
follows: 

§  1.12  Assignment  records  open  to  public  inspection. 

(a)  (1)  Separate  assignment  records  are  maintained  in  the 
Patent  and  Trademark  Office  for  patents  and  trademarks.  The 
assignment  records,  relating  to  original  or  reissue  patents, 
including  digests  and  indexes,  for  assignments  recorded  on  or 
after  May  1,  1957,  and  assignment  records  relating  to  pending 
or  abandoned  trademark  applications  and  to  trademark  regis- 
trations, for  assignments  recorded  on  or  after  January  1,  1955, 
are  open  to  public  inspection  at  the  Patent  and  Trademark 
Office,  and  copies  of  those  assignment  records  may  be  ob- 
tained upon  request  and  payment  of  the  fee  set  forth  in  §§  1.19 
and  2.6  of  this  Chapter. 
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(2)  All  records  of  assignments  of  patents  recorded  before 
May  1,  1957,  and  all  records  of  trademark  assignments 
recorded  before  January  1,  1955,  are  maintained  by  the 
National  Archives  and  Records  Administration  (NARA).  The 
records  are  open  to  public  inspection.  Certified  and  uncertified 
copies  of  those  assignment  records  are  provided  by  NARA 

upon  request  and  payment  of  the  fees  required  by  NARA. 

**** 

(d)  An  order  for  a  copy  of  an  assignment  or  other  document 
should  identify  the  reel  and  frame  number  where  the  assign- 
ment or  document  is  recorded.  If  a  document  is  identified 
without  specifying  its  correct  reel  and  frame,  an  extra  charge  as 
set  forth  in  §  1.21(j)  will  be  made  for  the  time  consumed  in 
making  a  search  for  such  assignment. 

3.  Section  1.17  is  amended  by  revising  paragraph  (i)(l)  to 
read  as  follows: 

§  1.17  Patent  application  processing  fees. 

**** 

(i)(l)  For  filing  a  petition  to  the  Commissioner  under  a 
section  of  this  part  hsted  below  which  refers  to  this 
paragraph  $130.00 

§  1.12  -  for  access  to  an  assignment  record. 

§  1.14  —  for  access  to  an  application. 

§  1.53  -  to  accord  a  fihng  date. 

§  1.55  -  for  entry  of  late  priority  papers. 

§  1.60  —  to  accord  a  filing  date. 

§  1.62  —  to  accord  a  fihng  date. 

§  1.103  -  to  suspend  action  in  appUcation. 

§  1.177  —  for  divisional  reissues  to  issue  separately. 

§  1.312  —  for  amendment  after  payment  of  issue  fee. 

§  1.313  —  to  withdraw  an  apphcation  from  issue. 

§  1.314  —  to  defer  issuance  of  a  patent. 

§  1.666(b)  —  for  access  to  interiference  settlement  agree- 
ment. 

§  3.81  -  for  patent  to  issue  to  assignee,  assignment 
submitted  after  payment  of  the  issue  fee. 

4.  Section  1.32  is  removed  and  reserved. 
1.32  [Reserved] 

5.  Section  1.46  is  revised  to  read  as  follows: 

§  1.46  Assigned  inventions  and  patents. 

In  case  the  whole  or  a  part  interest  in  the  invention  or  in  the 
patent  to  be  issued  is  assigned,  the  appUcation  must  still  be 
made  or  authorized  to  be  made,  and  an  oath  or  declaration 
signed,  by  the  inventor  or  one  of  the  persons  mentioned  in  §§ 
1.42,  1.43,  or  1.47.  However,  the  patent  may  be  issued  to  the 
assignee  or  jointly  to  the  inventor  and  the  assignee  as  provided 
in  §  3.81. 

6.  Section  1.104  is  amended  by  revising  paragraph  (e)  to 
read  as  follows: 

§  1.104  Nature  of  examination;  examiner's  action. 


(e)  Co-pending  applications  will  be  considered  by  the 
examiner  to  be  owned  by,  or  subject  to  an  obligation  of 
assignment  to,  the  same  person  if: 

(1)  the  application  files  refer  to  assignments  recorded  in  the 
Patent  and  Trademark  Office  in  accordance  with  Part  3  of  this 
chapter  which  convey  the  entire  rights  in  the  applications  to  the 
same  person  or  organization;  or 

(2)  copies  of  unrecorded  assignments  which  convey  the 
entire  rights  in  the  applications  to  the  same  person  or  organi- 
zation are  filed  in  each  of  the  applications;  or 

(3)  an  affidavit  or  declaration  by  the  common  owner  is  filed 
which  states  that  there  is  common  ownership  and  states  facts 
which  explain  why  the  affiant  or  declarant  believes  there  is 
common  ownership;  or 

(4)  other  evidence  is  submitted  which  establishes  common 
ownership  of  the  apphcations. 

In  circumstances  where  the  common  owner  is  a  corporation 
or  other  organization,  an  affidavit  or  declaration  may  be  signed 
by  an  official  of  the  corporation  or  organization  empowered  to 
act  on  behalf  of  the  corporation  or  organization. 


7.  The  undesignated  center  head  above  §  1.331  is  revised  to 
read  as  follows: 

Arbitration  Awards 

8.  Sections  1.331  through  1.334  are  removed  and  reserved. 

§§  1.331  -  1.334  [Reserved] 

Part  2  -  RULES  OF  PRACTICE  IN  TRADEMARK 
CASES 

9.  The  authority  citation  for  37  CFR  Part  2  continues  to  read 
as  follows: 

Authority:  15  U.S.C.  1123;  35  U.S.C.  6,  unless  otherwise 
noted. 

10.  The  undesignated  center  head  §  2.185  is  removed. 

11.  Sections  2.185  through  2.187  are  removed  and  reserved. 
§§  2.185  -  2.187  [Reserved] 

12.  Part  3  is  added  to  read  as  follows: 

Part  3  -  ASSIGNMENT,  RECORDING  AND  RIGHTS 
OF  ASSIGNEE 

Sec. 

3.1  Definitions 

DOCUMENTS  ELIGIBLE  FOR  RECORDING 

3.11  Documents  which  will  be  recorded. 
3.16  Assignability  of  trademarks  prior  to  filing  of  use 
statements. 

REQUIREMENTS  FOR  RECORDING 

3.21  Identification  of  patents  and  patent  applications. 
3.24  Formal  requirements  for  documents  and  cover  sheets. 

3.26  English  language  requirement. 

3.27  Maihng  address  for  submitting  documents  to  be  re- 
corded. 

3.28  Requests  for  recording. 

COVER  SHEET  REQUIREMENTS 

3.31  Cover  sheet  content. 

3.34  Correction  of  cover  sheet  errors. 

FEES 

3.41  Recording  fees. 

DATE  AND  EFFECT  OF  RECORDING 

3.51  Recording  date. 
3.54  Effect  of  recording. 
3.56  Conditional  assignments. 

DOMESTIC  REPRESENTATIVE 

3.61  Domestic  representative. 

PROSECUTION  BY  ASSIGNEE 

3.71  Prosecution  by  assignee. 

3.73  Establishing  right  of  assignee  to  prosecute. 

ISSUANCE  TO  ASSIGNEE 

3.81  Issue  of  patent  to  assignee. 
3.85  Issue  of  registration  to  assignee. 

Authority:  15  U.S.C.  1123;  35  U.S.C.  6. 

§  3.1  Definitions. 

For  purposes  of  this  part,  the  following  definitions  shall 
apply: 
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Application  means  a  national  application  for  patent,  an 
international  application  that  designates  the  United  States  of 
America,  or  an  application  to  register  a  trademark  unless 
otherwise  indicated. 

Assignment  means  a  transfer  by  a  party  of  all  or  part  of  its 
right,  title  and  interest  in  a  patent  or  patent  application,  or  a 
transfer  of  its  entire  right,  title  and  interest  in  a  registered  mark 
or  a  mark  for  which  an  application  to  register  has  been  filed. 

Document  means  a  document  which  a  party  requests  to  be 
recorded  in  the  Office  pursuant  to  §  3.11  and  which  affects 
some  interest  in  an  application,  patent,  or  registration. 

Office  means  the  Patent  and  Trademark  Office. 

Recorded  document  means  a  document  which  has  been 
recorded  in  the  Office  pursuant  to  §  3.11. 

Registration  means  a  trademark  registration  issued  by  the 
Office. 

DOCUMENTS  ELIGIBLE  FOR  RECORDING 

§  3.11  Documents  which  will  be  recorded. 

Assignments  of  applications,  patents,  and  registrations, 
accompanied  by  completed  cover  sheets  as  specified  in  §§  3.28 
and  3.31,  will  be  recorded  in  the  Office.  Other  documents, 
accompanied  by  completed  cover  sheets  as  specified  in  §§  3.28 
and  3.31,  affecting  title  to  applications,  patents,  or  registra- 
tions, will  be  recorded  as  provided  in  this  Part  or  at  the 
discretion  of  the  Commissioner. 

§  3.16  Assignability  of  trademark  prior  to  filing  of  use 
statement 

No  application  to  register  a  mark  under  15  U.S.C.  1051(b)  is 
assignable  prior  to  the  fifing  of  the  verified  statement  of  use 
under  15  U.S.C.  1051(d)  except  to  a  successor  to  the  business 
of  the  applicant,  or  portion  thereof,  to  which  the  mark  pertains, 
if  that  business  is  ongoing  and  existing. 

REQUIREMENTS  FOR  RECORDING 

§  3.21  Identification  of  patents  and  patent  applications. 

An  assignment  relating  to  a  patent  must  identify  the  patent 
by  the  patent  number.  An  assignment  relating  to  a  national 
patent  application  must  identify  the  national  patent  application 
by  the  appfication  number  (consisting  of  the  series  code  and 
the  serial  number,  e.g.,  07/123,456)  or  the  serial  number  and 
filing  date.  An  assignment  relating  to  an  international  patent 
application  which  designates  the  United  States  of  America 
must  identify  the  international  appfication  by  the  international 
appfication  number  (e.g.,  PCTAJS90/01234).  If  an  assignment 
is  executed  concurrently  with,  or  subsequent  to,  the  execution 
of  the  patent  application,  but  before  the  patent  application  is 
filed,  it  must  identify  the  patent  application  by  its  date  of 
execution,  name  of  each  inventor,  and  title  of  the  invention  so 
that  there  can  be  no  mistake  as  to  the  patent  application 
intended. 

§  3.24  Formal  requirements  for  documents  and  cover 
sheets. 

The  document  and  cover  sheet  must  be  legible.  Either  the 
original  document  or  a  true  copy  of  the  original  document,  may 
be  submitted  for  recording.  Only  one  side  of  each  page  shall  be 
used.  The  paper  used  should  be  flexible,  strong,  white,  non- 
shiny,  durable,  and  preferably  no  larger  than  21.6  x  33.1  cm.  (8 
1/4  X  14  inches)  with  a  2.5  cm.  (one-inch)  margin  on  all  sides. 

§  3.26  English  language  requirement. 

The  Office  will  accept  and  record  non-Engfish  language 
documents  only  if  accompanied  by  a  verified  English  transla- 
tion signed  by  the  individual  making  the  translation. 

§  3.27  Mailing  address  for  submitting  documents  to  be 
recorded. 

Documents  and  cover  sheets  to  be  recorded  should  be 
addressed  to  the  Commissioner  of  Patents  and  Trademarks, 
Box  Assignments,  Washington,  D.C.  20231,  unless  they  are 
filed  together  with  new  applications  or  with  a  petition  under  § 
3.81(b). 


§  3.28  Requests  for  recording. 

Each  document  submitted  to  the  Office  for  recording  must 
be  accompanied  by  at  least  one  cover  sheet  as  specified  in  § 
3.31  referring  either  to  those  patent  applications  and  patents,  or 
to  those  trademark  applications  and  registrations,  against 
which  the  document  is  to  be  recorded.  If  a  document  to  be 
recorded  includes  interests  in,  or  transactions  involving,  both 
patents  and  trademarks,  separate  patent  and  trademark  cover 
sheets  must  be  submitted.  Only  one  set  of  documents  and  cover 
sheets  to  be  recorded  should  be  filed.  If  a  document  to  be 
recorded  is  not  accompanied  by  a  completed  cover  sheet,  the 
document  and  any  incomplete  cover  sheet  will  be  returned 
pursuant  to  §  3.51  for  proper  completion  of  a  cover  sheet  and 
resubmission  of  the  document  and  a  completed  cover  sheet. 

COVER  SHEET  REQUIREMENTS 

§  3.31  Cover  sheet  content. 

(a)  Each  patent  or  trademark  cover  sheet  required  by  §  3.28 
must  contain: 

(1)  the  name  of  the  party  conveying  the  interest; 

(2)  the  name  and  address  of  the  party  receiving  the  interest; 

(3)  a  description  of  the  interest  conveyed  or  transaction  to  be 
recorded; 

(4)  each  application  number,  patent  number  or  registration 
number  against  which  the  document  is  to  be  recorded,  or  an 
indication  that  the  document  is  filed  together  with  a  patent 
application; 

(5)  the  name  and  address  of  the  party  to  whom  correspon- 
dence concerning  the  request  to  record  the  document  should  be 
mailed; 

(6)  the  number  of  applications,  patents  or  registrations 
identified  in  the  cover  sheet  and  the  total  fee; 

(7)  the  date  the  document  was  executed; 

(8)  an  indication  that  the  assignee  of  a  trademark  application 
or  registration  who  is  not  domiciled  in  the  United  States  has 
designated  a  domestic  representative  (see  §  3.61);  and 

(9)  a  statement  by  the  party  submitting  the  document  that  to 
the  best  of  the  person's  knowledge  and  belief,  the  information 
contained  on  the  cover  sheet  is  true  and  correct  and  any  copy 
submitted  is  a  true  copy  of  the  original  document;  and 

(10)  the  signature  of  the  party  submitting  the  document,  (b) 
A  cover  sheet  may  not  refer  to  both  patents  and  trademarks. 

§  3.34  Correction  of  cover  sheet  errors. 

(a)  An  error  in  a  cover  sheet  recorded  pursuant  to  §  3. 1 1  will 
be  corrected  only  if: 

(1)  the  error  is  apparent  when  the  cover  sheet  is  compared 
with  the  recorded  document  to  which  it  pertains  and 

(2)  a  corrected  cover  sheet  is  filed  for  recordation. 

(b)  The  corrected  cover  sheet  must  be  accompanied  by  the 
originally  recorded  document  or  a  copy  of  the  originally 
recorded  document  and  by  the  recording  fee  as  set  forth  in  § 
3.41. 

FEES 

§  3.41  Recording  fees. 

All  requests  to  record  documents  must  be  accompanied  by 
the  appropriate  fee.  A  fee  is  required  for  each  application, 
patent  and  registration  against  which  the  document  is  recorded 
as  identified  in  the  cover  sheet.  The  recording  fee  is  set  in  § 
1.21(h)  of  this  Chapter  for  patents  and  in  §  2.6(q)  of  this 
Chapter  for  trademarks. 

DATE  AND  EFFECT  OF  RECORDING 

§  3.51  Recording  date. 

The  date  of  recording  of  a  document  is  the  date  the 
document  meeting  the  requirements  for  recording  set  forth  in 
this  Part  is  filed  in  the  Office.  A  document  which  does  not 
comply  with  the  identification  requirements  of  §  3.21  will  not 
be  recorded.  Documents  not  meeting  the  other  requirements 
for  recording,  for  example,  a  document  submitted  without  a 
completed  cover  sheet  or  without  the  required  fee,  will  be 
returned  for  correction  to  the  sender  where  a  correspondence 
address  is  available.  The  returned  papers,  stamped  with  the 
original  date  of  receipt  by  the  Office,  will  be  accompanied  by 
a  letter  which  will  indicate  that  if  the  returned  papers  are 
corrected  and  resubmitted  to  the  Office  within  the  time 
specified  in  the  letter,  the  Office  will  consider  the  original  date 
of  filing  of  the  papers  as  the  date  of  recording  of  the  document. 
The  certification  procedure  under  either  §  1.8  or  §  1.10  of  this 
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Chapter  may  be  used  for  resubmissions  of  returned  papers  to 
have  the  benefit  of  the  date  of  deposit  in  the  United  States 
Postal  Service.  If  the  returned  patent  was  not  corrected  and 
resubmitted  within  the  specified  period,  the  date  of  filing  of  the 
corrected  papers  will  be  considered  to  be  the  date  of  recording 
of  the  document.  The  specified  period  to  resubmit  the  returned 
papers  will  not  be  extended. 

§  3.54  Efifect  of  recording. 

The  recording  of  a  document  pursuant  to  §  3.11  is  not  a 
determination  by  the  Office  of  the  validity  of  the  document  or 
the  effect  that  document  has  on  the  title  to  an  application,  a 
patent,  or  a  registration.  When  necessary,  the  Office  will 
determine  what  effect  a  document  has,  including  whether  a 
party  has  the  authority  to  take  an  action  in  a  matter  pending 
before  the  Office. 

§  3.56  Conditional  assignments. 

Assignments  which  are  made  conditional  on  the  perfor- 
mance of  certain  acts  or  events,  such  as  the  payment  of  money 
or  other  condition  subsequent,  if  recorded  in  the  Office,  are 
regarded  as  absolute  assignments  for  Ofl&ce  purposes  until 
cancelled  with  the  written  consent  of  all  parties  or  by  the 
decree  of  a  court  of  competent  jurisdiction.  The  Office  does  not 
determine  whether  such  conditions  have  been  fulfilled. 

DOMESTIC  REPRESENTATIVE 

§  3.61  Domestic  representative. 

If  the  assignee  of  a  trademark  application  or  registration  is 
not  domiciled  in  the  United  States,  the  assignee  must  desig- 
nate, in  writing  to  the  Office,  a  domestic  representative.  An 
assignee  of  a  patent  application  or  patent  may  designate  a 
domestic  representative  if  the  assignee  is  not  residing  in  the 
United  States.  The  designation  shall  state  the  name  and  address 
of  a  person  residing  within  the  United  States  on  whom  may  be 
served  process  or  notice  of  proceedings  affecting  the  applica- 
tion, patent  or  registration  or  rights  thereunder. 

PROSECUTION  BY  ASSIGNEE 

§  3.71  Prosecution  by  assignee. 

The  assignee  of  record  of  the  entire  right,  title  and  interest  in 
an  appUcation  for  patent  is  entitled  to  conduct  the  prosecution 
of  the  patent  application  to  the  exclusion  of  the  named  inventor 
or  previous  assignee.  The  assignee  of  a  registered  trademark  or 
a  trademark  for  which  an  application  to  register  has  been  filed 
is  entitled  to  conduct  the  prosecution  of  the  trademark  appli- 
cation or  registration  to  the  exclusion  of  the  original  applicant 
or  previous  assignee. 

§  3.73  Establishing  right  of  assignee  to  prosecute. 

(a)  The  inventor  is  presumed  to  be  the  owner  of  a  patent 
application,  and  any  patent  that  may  issue  therefrom,  unless 
there  is  an  assignment.  The  original  applicant  is  presumed  to 
be  the  owner  of  a  trademark  appUcation  unless  there  is  an 
assigrmient. 

(b)  When  the  assignee  of  the  entire  right,  title  and  interest 
seeks  to  take  action  in  a  matter  before  the  Office  with  respect 
to  a  patent  application,  trademark  application,  patent,  registra- 
tion, or  reexamination  proceeding,  the  assignee  must  establish 
its  ownership  of  the  property  to  the  satisfaction  of  the 
Commissioner.  Ownership  is  established  by  submitting  to  the 
Office  documentary  evidence  of  a  chain  of  title  from  the 
original  owner  to  the  assignee  or  by  specifying  (e.g.  reel  and 
frame  number,  etc.)  where  such  evidence  is  recorded  in  the 
Office.  Documents  submitted  to  establish  ownership  may  be 
required  to  be  recorded  as  a  condition  to  permitting  the 
assignee  to  take  action  in  a  matter  pending  before  the  Office.  In 
addition,  the  assignee  of  a  patent  application  or  patent  must 
submit  a  statement  specifying  that  the  evidentiary  documents 
have  been  reviewed  and  certifying  that,  to  the  best  of  assign- 
ee's  knowledge  and  belief,  title  is  in  the  assignee  seeking  to 
take  the  action. 

ISSUANCE  TO  ASSIGNEE 

§  3.81  Issue  of  patent  to  assignee. 

(a)  For  a  patent  application,  if  an  assignment  of  the  entire 
right,  title,  and  interest  is  recorded  before  the  issue  fee  is  paid, 
the  patent  may  issue  in  the  name  of  the  assignee.  If  the 
assignee  holds  an  undivided  part  interest,  the  patent  may  issue 


jointly  to  the  inventor  and  the  assignee.  At  the  time  the  issue 
fee  is  paid,  the  name  of  the  assignee  must  be  provided  if  the 
patent  is  to  issue  solely  or  jointly  to  that  assignee. 

(b)  If  the  assignment  is  submitted  for  recording  after  the  date 
of  payment  of  the  issue  fee,  but  prior  to  issuance  of  the  patent, 
the  assignee  may  petition  that  the  patent  issue  to  the  assignee. 
Any  such  petition  must  be  accompanied  by  the  fee  set  forth  in 
§  1.17(i)(l)  of  this  Chapter. 

§  3.85  Issue  of  registration  to  assignee. 

The  certificate  of  registration  may  be  issued  to  the  assignee 
of  the  applicant,  or  in  a  new  name  of  the  appUcant,  provided 
that  the  party  files  a  written  request  in  the  trademark  applica- 
tion by  the  time  the  application  is  being  prepared  for  issuance 
of  the  certificate  of  registration,  and  the  appropriate  document 
is  recorded  in  the  Office.  If  the  assignment  or  name  change 
document  has  not  been  recorded  in  the  Office,  then  the  written 
request  must  state  that  the  document  has  been  filed  for 
recordation.  The  address  of  the  assignee  must  be  made  of 
record  in  the  application  file. 


June  24,  1992 


DOUGLAS  B.  COMER 

Acting  Assistant  Secretary  and 

Acting  Commissioner  of  Patents 
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Recordability  of  Foreclosures 
for  Assignment  Purposes 


It  has  been  the  practice  of  the  Assignment  Branch  to  record 
security  agreements  between  a  secured  party  and  a  debtor 
which  refer  specifically  to  a  patent  or  a  patent  application  and 
which  are  signed  by  the  debtor.  However,  foreclosures  by  the 
secured  party  were  not  recorded  because  they  were  not  signed 
by  the  debtor.  Accordingly,  before  recording  a  foreclosure  not 
signed  by  a  debtor,  the  Assignment  Branch  required  a  Court 
order.  This  requirement  forced  the  secured  party  to  bring  action 
in  a  court  of  law  where  otherwise  Court  action  might  not  have 
been  necessary. 

To  facilitate  recording  of  foreclosures  not  signed  by  a  debtor 
and  avoid  unnecessary  court  proceedings,  the  Office  will 
record  foreclosures  which  comply  with  all  of  the  following 
criteria: 

(1)  Submission  of  the  foreclosure  document  with  original 
endorsement  by  the  secured  party,  or  a  verified  copy  thereof; 

(2)  Identification  of  the  patent  by  patent  number  or  the 
patent  application  by  serial  number,  or  other  acceptable  iden- 
tifier(s)  as  specified  in  37  CFR  1.331(c),  in  the  body  of  the 
foreclosure  document  itself  or  any  addenda  incorporated  by 
reference; 

(3)  Reference  to  the  security  agreement  recorded  under  37 
CFR  1.331;  and 

(4)  Submission  of  a  verified  statement  by  a  representative  of 
the  secured  party  stating  that  the  patent  or  the  patent  applica- 
tion has  been  legally  foreclosed  on  based  upon  the  applicable 
state  laws. 

A  foreclosure  document  complying  with  the  above  criteria 
will  be  deemed  to  be  a  recordable  instrument  in  accordance 
with  37  CFR  1.331. 


March  14,  1988 


THERESA  A.  BRELSFORD 

Assistant  Commissioner 

for  Administration 
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(59)       "Expedited  Local"  and  "At  Cost"  Services 
for  Certified  and  Uncertified  Copies 
of  Patent  and  Trademark  Office  Documents 


Expedited  Local  Service 

The  Patent  and  Trademark  Office  (PTO)  offers  "expedited 
local  service"  for  three  products:  (1)  uncertified  patent  and 
trademark  copies;  (2)  certified  copies  of  both  patent  and 
trademark  applications-as-filed;  and  (3)  certified  copies  of 
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trademark  registrations  (status  and  title).  Customers  can  rou- 
tinely order  these  expedited  services,  which  are  specifically 
identified  by  separate  codes  in  the  PTO's  fee  schedule.  Orders 
for  "expedited  local  service"  on  these  three  products  may  be 
placed  in  one  of  four  ways:  (1)  delivered  in  person  to  the  Office 
of  Public  Records  (OPR)  Customer  Service  Counter,  Crystal 
Gateway  4,  Suite  300;  (2)  placed  in  drop  boxes  located  in  PTO 
search  room  facilities;  (3)  faxed  to  (703)  308-9759;  or  (4) 
delivered  via  overnight  delivery  services  directly  to  OPR  at  the 
following  address: 

U.S.  Patent  and  Trademark  Office 
Office  of  Public  Records 
Customer  Service,  3rd  Floor 
1213  Jefferson  Davis  Highway 
Arlington.  Va.  22202 

Orders  marked  "Expedite"  within  the  product  lines  de- 
scribed above  will  be  processed  as  "regular  service"  orders  if 
the  correct  fee  does  not  accompany  the  order.  Please  note  that 
orders  with  notations  such  as  "Please  Rush",  "Urgent",  or 
"Please  Expedite",  and  which  fall  outside  the  product  lines 
offering  "expedited  local  service,"  do  not  receive  special 
processing. 

Customers  should  note  that  orders  for  "expedited  local 
service"  are  processed  based  on  the  date  of  receipt,  not  on  the 
method  of  delivery  to  OPR;  fax  and  overnight  delivery  service 
orders  have  the  same  priority  as  hand-delivered  orders  re- 
ceived on  the  same  day.  Similarly,  completed  orders  for 
"expedited  local  service"  are  closed  and  shipped  without 
regard  to  the  requested  delivery  method  or  location. 

At  Cost  Service 

The  Office's  fee  schedule  does  not  specifically  provide  for 
other  expedited  document  delivery,  largely  because  of  the 
uncertainty  and  risk  involved  in  promising  services  for  which 
either  the  media/papers  to  satisfy  the  order  or  PTO  staff 
support  might  not  be  available.  However,  the  Office  recognizes 
that  there  are  situations,  such  as  litigation,  due  dates  imposed 
by  foreign  intellectual  property  offices,  or  pending  commercial 
transactions,  which  require  an  extraordinary  level  of  service  in 
order  to  meet  a  most  urgent  deadline.  Accordingly,  the  OPR 
practice  has  been  to  receive  and  process  these  requests  on  a 
case-by-case  basis,  and  to  charge  for  them  based  on  the 
published  product/service  fee  code,  plus  a  combination  of 
"Labor  Services"  (484,  584)  and  "Other  Services  at  Cost" 
(485,585).  This  commonly  has  been  referred  to  as  "at  cost 
service." 

OPR's  ability  to  provide  "at  cost"  services  for  copies  of 
patent  and  trademark  documents  is  based  largely  upon  the 
ready  availability  of  source  documents,  either  on  microform  or 
via  access  to  electronic  images.  Consequently,  orders  for 
copies  of  file  wrappers  and  contents  usually  cannot  be  accepted 
for  filling  on  an  "at  cost"  basis.  While  every  effort  will  be  made 
to  assist  all  customers,  the  PTO  cannot  always  guarantee 
delivery  of  documents  on  or  before  requested  dates.  Turn- 
around time  for  this  service  is  dependent  on  the  scope  and 
complexity  of  the  specific  request,  staff  resources  which  can  be 
diverted,  and  other  priority  orders  in  inventory. 

Requests  for  "at  cost"  services  must  be  in  writing  and  on 
letterhead  from  the  applicant,  attorney  of  record,  or  the 
assignee.  The  letter  must  state  the  reason  for  requesting  "at 
cost"  service,  such  as  active  litigation  or  a  pending  commercial 
transaction.  The  letter  must  also  include  the  dates  the  docu- 
ments are  needed.  Detailed  justification/disclosure  of  commer- 
cial or  confidential  business  information  is  not  required,  but 
there  must  be  a  clear  sense  of  urgency  in  the  request. 

Requests  for  "at  cost"  services  may  be  placed  in  one  of  three 
ways:  (1)  hand  delivered  to  the  OPR  Customer  Service 
Counter  in  Crystal  Gateway  4,  Suite  300;  (2)  faxed  to  (703) 
308-9759;  (3)  or  sent  via  overnight  delivery  service  directly  to 
OPR  at  the  following  address: 

U.S.  Patent  and  Trademark  Office 
Office  of  Public  Records 
Customer  Service,  3rd  Floor 
1213  Jefferson  Davis  Highway 
Arlington,  Va.  22202 

Based  on  a  review  of  the  specific  request,  a  Customer 
Service  Representative  will  contact  the  requester  to  discuss  the 
feasibility  of  meeting  the  deadline  and  the  total  cost  involved. 
The  minimum  charge  for  filling  an  "at  cost"  order  for  copies  of 


patent  and  trademark  documents  will  be  $120  (3  hours  labor  at 
$40  per  hour),  plus  the  published  product/service  fee  per  copy. 
Customers  will  be  asked  to  approve  all  charges  before  any 
work  begins.  Customers  sending  requests  via  overnight  deliv- 
ery services  must  specify  payment  via  PTO  deposit  account, 
MasterCard,  or  Visa.  "Walkup"  customers  also  may  pay  by 
check  at  the  PTO  Office  of  Finance  Cashier  in  Crystal  Gateway 
4  following  discussions  with  OPR  Customer  Services  staff  and 
acceptance  of  their  order. 

"At  cost"  service  requests  dropped  at  PTO  search  room 
locations  or  sent  to  the  general  PTO  address  will  be  processed 
as  "regular  service"  orders.  "At  cost"  orders  are  processed 
based  on  the  date  of  acceptance,  not  on  the  method  of  delivery 
to  OPR;  "at  cost"  requests  sent  via  fax  and  overnight  delivery 
service  go  through  the  same  review  and  acceptance  process  as 
those  hand-delivered.  Regardless  of  which  method  is  used  to 
transmit  an  "at  cost"  request,  the  customer  designated  point- 
of-contact  should  have  full  authority  to  discuss  the  require- 
ment; be  able  to  discuss  the  impact  of  any  possible  change  in 
the  expected  due  date;  and  be  authorized  to  make  payment  in 
full. 

Completed  "at  cost"  orders  will  be  sent  to  the  customer  via 
overnight  delivery  service  to  ensure  continuous  tracking  while 
in  transit  and  to  confirm  receipt.  On  request,  completed  "at 
cost"  orders  may  be  picked  up/signed  for  at  the  OPR  Customer 
Service  Counter. 

Questions  concerning  either  "expedited  local  service"  or  "at 
cost"  services  for  copies  of  patent  and  trademark  documents 
should  be  directed  to  OPR  Customer  Service  at  (703)  308- 
9726,  or  via  e-mail  address  at  certdivuspto.gov. 


May  29,  1998 


WESLEY  H.  GEWEHR 

Administrator  for 

Information  Dissemination 
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Changes  In  Practice  In  Supplying 
Certified  Copies  And  Filing  Receipts 


For  many  years,  all  newly  filed  patent  applications  were 
microfilmed  by  the  Patent  and  Trademark  Office  (PTO)  after 
all  required  parts  of  the  applications  were  received.  Since  a 
certified  copy  of  an  application  was  suppUed  from  the  micro- 
film record,  when  available,  the  certified  copy  typically  in- 
cluded a  copy  of  the  signed  oath/declaration  required  by  37 
CFR  §  1.63.  Recently,  however,  the  PTO  began  phasing  out  the 
old  microfilm  process  in  favor  of  a  new  electronic  Patent 
Image  Capture  System  (PICS).  Under  the  PICS,  newly  filed 
patent  application  papers  are  optically  scanned  and  an  elec- 
tronic image  file  is  saved  in  a  secure  electronic  data  base  which 
is  accessible  only  to  certain  authorized  PTO  employees.  In 
addition,  instead  of  waiting  until  any  required,  but  missing, 
parts  of  the  applications  are  received,  the  scanning  will  take 
place  as  soon  as  the  applications  are  found  to  meet  the 
minimum  requirements  for  granting  a  filing  date  under  37  CFR 
§  1.53(b).  This  means  that  these  newly  filed  applications  may 
be  scanned  before  basic  fifing  fees  and/or  oaths/declarations 
are  received. 

During  the  initial  pilot  phase,  a  small  percentage  of  newly 
filed  patent  applications  were  both  microfilmed  under  the  old 
process  and  optically  scanned  using  the  new  PICS  to  test  the 
scanning  process.  After  the  initial  pilot  confirmed  the  viability 
of  the  PICS  system,  new  applications  have  been  either  scanned 
or  microfilmed,  and  the  Office  plans  to  increase  the  percentage 
of  applications  being  scanned  until  all  newly  filed  patent 
applications  are  scanned  and  no  applications  are  microfilmed. 
TTie  PICS  system  should  be  fully  implemented  by  the  end  of 
May  1997.  The  new  electronic  data  base  is  presently  being 
used  to  supply  certified  copies  of  newly  filed  patent  applica- 
tions, if  the  electronic  data  base  contains  the  particular  patent 
application  for  which  a  certified  copy  is  requested. 

In  conjunction  with  the  implementation  of  the  PICS,  the 
Office  of  Initial  Patent  Examination  (OIPE)  has  instituted  new 
procedures  for  issuing  filing  receipt  notices  to  all  new  patent 
applications  that  meet  the  minimum  requirements  for  granting 
a  filing  date  under  37  CFR  §  1.53(b).  Previously,  a  filing 
receipt  was  issued  only  after  the  patent  application  met  all 
requirements  necessary  for  the  application  to  begin  examina- 
tion. Thus,  the  issuance  of  the  filing  receipt  (and  the  corre- 
sponding notification  of  granting  of  the  foreign  filing  license) 
was  delayed  whenever  either  a  "Notice  Of  Omitted  Item(s)"  or 
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a  "Notice  To  File  Missing  Parts"  was  mailed  in  the  application. 
Under  OIPE's  new  procedures,  the  PTO  will  begin  issuing 
filing  receipts  at  the  time  a  determination  is  made  that  the 
application  meets  the  minimum  requirements  to  receive  a  filing 
date.  The  filing  receipt  will  provide  the  same  bibliographic 
information  as  before  when  the  information  is  available  in  the 
application  as  filed.  A  "Notice  Of  Omitted  Item(s)"  or  a 
"Notice  To  File  Missing  Parts,"  if  needed,  will  be  mailed 
separately.  Examination  of  the  application  will  not  begin  until 
all  the  required  parts  (e.g.,  filing  fee  and  oath/declaration)  are 
received.  37  CFR  §  1.53(e)(1). 

As  a  result  of  the  above  changes  in  practice,  applicants  may 
notice  that  a  certified  copy  supplied  by  the  PTO  of  a  newly 
filed  patent  application  may  or  may  not  include  a  copy  of  the 
signed  oath  or  declaration,  depending  on  when  the  oath  or 
declaration  was  filed  in  the  PTO  and  on  whether  the  applica- 
tion was  scanned  or  microfilmed.  Applicants  are  reminded, 
however,  that  a  copy  of  the  signed  oath  or  declaration  is  not 
required  to  comply  with  the  requirements  of  the  Paris  Conven- 
tion. Copies  of  individual  papers  filed  after  the  application 
filing  date,  e.g.,  an  oath/declaration  or  a  preliminary  amend- 
ment, will  be  supplied  separately  upon  request  at  the  published 
fee.  See  37  CFR  §  1.19(b)(3).  If  a  petition  for  a  later  filing  date 
under  37  CFR  §  1.182  is  granted,  a  new  filing  receipt  will  be 
issued.  A  certified  copy  of  the  application  supplied  after  the 
petition  has  been  granted  will  include  both  the  papers  actually 
filed  on  the  original  deposit  date  as  well  as  the  page/figure 
supplied  on  the  later  fiUng  date  of  the  application. 

In  order  to  further  reduce  the  time  for  processing  requests 
for  certified  copies,  the  PTO  is  waiving,  sua  sponte,  the 
requirements  of  37  CFR  §§  1.53(d)(1),  (d)(2)  and  1.59  for 
payment  of  either  the  basic  filing  fee  or  the  processing  and 
retention  fee  in  an  application  before  any  copies  of  the 
application  will  be  provided  by  the  PTO.  Effective  immedi- 
ately, copies  of  an  application  will  now  be  provided  by  the 
PTO  upon  request  at  the  usual  cost  without  regard  to  whether 
the  basic  filing  fee  or  the  processing  and  retention  fee  has  been 
paid  in  the  application.  While  copies  of  an  application  will  now 
be  provided  without  regard  to  whether  the  basic  filing  fee  or 
the  processing  and  retention  fee  has  been  paid,  the  basic  filing 
fee  or  the  processing  and  retention  fee  must  still  be  paid  in  a 
nonprovisional  application,  if  any  claim  for  benefits  under  35 
U.S.C.  §§  120,  121,  or  365(c)  based  on  that  application  is  made 
in  a  subsequently  filed  copending  nonprovisional  application. 
37  CFR  §  1.78(a)(1).  For  any  claim  to  be  made  under  35 
U.S.C.  §  119(e)  based  on  a  prior  copending  provisional  patent 
application,  the  basic  filing  fee  must  still  be  paid  in  the 
provisional  application.  37  CFR  §  1.78(a)(3). 

Applicants  are  also  reminded  that  requests  for  certified 
copies  of  applications  should  not  be  requested  until  the  filing 
receipt  is  received.  Also,  if  the  individual  requesting  the 
certified  copy  is  not  a  named  inventor,  an  attorney  or  agent  of 
record,  or  an  assignee  of  record,  the  certified  copy  will  only  be 
supplied  by  mailing  the  certified  copy  to  the  correspondence 
address  provided  in  the  application. 

These  changes  in  practice  should  reduce  delays  in  the 
issuance  of  filing  receipt  notices  and  enable  the  Certification 
Division  to  supply  certified  copies  of  the  application,  as  filed, 
more  promptly  after  the  filing  receipt  is  received. 

Questions  regarding  the  change  in  procedure  relating  to 
filing  receipts  should  be  directed  to  OIPE's  Customer  Service 
Center  at  (703)  308-1202. 

Questions  regarding  the  change  in  procedure  relating  to 
certified  copies  should  be  directed  to  the  Certification  Division 
at  (703)  308-9700  or  E-mail  address:  certdiv@uspto.gov. 


May  13,  1997 


BRUCE  A.  LEHMAN 

Assistant  Secretary  of  Commerce  and 

Commissioner  of  Patents  and 

Trademarks 
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(61)  "At  Cost"  Recordation  of  Assignments 

and  Related  Transactions 

Background 

The  Patent  and  Trademark  Ofi&ce  (PTO)  offers  "expedited 
local  service"  for  three  well-defined  products:  patent  and 
trademark  copies;  certified  copies  of  both  patent  and  trademark 
applications-as-filed;  and  certified  copies  of  trademark  regis- 


trations (stams  and  title).  Customers  can  routinely  order  these 
expedited  services  which  are  specifically  identified  by  separate 
codes  in  the  Office's  fee  schedule.  The  Office's  fee  schedule 
does  not  specifically  provide  for  other  expedited  service 
relating  to  delivery  of  documents  or  other  products,  largely 
because  of  the  uncertainty  and  risk  involved  in  promising 
services  for  which  either  the  media/papers  to  satisfy  the  order 
or  PTO  staff  support  might  not  be  available. 

"At  Cost"  Services  for  Recording  Assignments  and  Related 
Transactions 

Assignments  are  processed  and  recorded  on  a  "first  in/first 
out"  basis  from  the  date  of  receipt  in  the  Assignment  Division. 
While  PTO  does  not  routinely  and  specifically  offer  expedited 
service  to  record  assignments,  it  has  recognized  that  there  are 
situations,  such  as  pending  litigation  or  commercial  transac- 
tions, which  require  other  than  "first  in/first  out"  processing  in 
order  to  meet  a  most  urgent  judicial  or  contractual  deadline. 
Accordingly,  the  Office  of  Public  Records  (OPR)  practice  has 
been  to  receive  and  process  these  requests  on  a  case-by  case 
basis  and  to  assess  fees  based  on  the  statutory  recordation  fee 
(481,482,  581),  plus  a  combination  of  "Labor  Services"  (484, 
584)  and  "Other  Services  at  Cost"  (485,585).  This  has  been 
referred  to  commonly  as  "at  cost"  recordation. 

Turnaround  time  for  this  extraordinary  recordation  service  is 
dependent  on  the  scope  and  complexity  of  the  specific  request, 
staff  resources  which  can  be  diverted,  and  other  priority  work 
in  inventory.  While  every  effort  will  be  made  to  assist  all 
customers,  the  PTO  cannot  always  guarantee  delivery  of 
recorded  documents  on  or  before  requested  dates. 

Requests  for  "at  cost  recordation"  must  be  hand  deUvered  or 
sent  via  overnight  courier  directly  to  OPR  in  the  North  Tower 
Building: 

U.S.  Patent  and  Trademark  Office 

Office  of  Pubhc  Records 

ATTN;  "At  Cost"  Recordation  Services 

2800  Crystal  Drive,  10th  Floor  Service  Counter 

ArUngton,  VA  22202 

Do  not  send  requests  to  the  general  PTO  address;  such 
requests  may  be  significantly  delayed  before  delivery  to  OPR. 

All  documents  submitted  for  "at  cost"  recordation  must 
meet  the  minimum  requirements  set  forth  in  37  CFR  Part  3.  In 
addition,  there  must  be  a  separate  letter  specifically  requesting 
"at  cost"  recordation,  signed  by  a  principal  party  to  the 
transaction  (owner,  inventor)  or  the  attorney  of  record,  stating 
the  specific  date  the  recordation  notice  must  be  retumed,  and 
describing  the  reason  special  service  is  required.  Detailed 
justification/disclosure  of  commercial  or  confidential  business 
information  is  not  required,  but  there  must  be  a  clear  urgency 
in  the  request. 

Based  on  their  review  of  the  specific  request.  Assignment 
Division  staff  will  contact  the  customer  to  discuss  the  feasi- 
bility of  meeting  the  deadline  and  the  total  cost  involved.  The 
minimum  charge  for  expedited  assignment  recordation  is  $90 
(3  hours  labor  at  $30  per  hour),  plus  the  estabUshed  statutory 
fee  per  property.  Customers  will  be  contacted  and  asked  to 
approve  all  charges  before  work  begins.  Customers  sending 
requests  via  overnight  delivery  services  must  make  payment 
via  PTO  deposit  account,  MasterCard,  or  Visa.  Local  "walk 
up"  customers  may  pay  cash  at  the  PTO  Office  of  Finance 
Cashier  in  addition  to  the  other  methods. 

Once  recorded,  "at  cost"  assignments  must  either  be  picked 
up/signed  for  at  the  Office  of  Public  Records  NT  Service 
Counter  or  sent  via  Federal  Express  (next  business  day 
service);  charges  for  Federal  Express  delivery  will  be  added  to 
the  total  "at  cost"  bill. 

Questions  concerning  "at  cost"  recordation  services  should 
be  directed  to  the  Assignment  Division  Customer  Services 
Desk  at  (703)  308-9723. 


May  1,  1997 


WESLEY  H.  GEWEHR 

Administrator  for  Information 

Dissemination 
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(62)    Obtaining  Copies  of  Interference  Related  Files 

The  Board  of  Patent  Appeals  and  Interferences  does  not 
provide  or  sell  copies  of  interference  files  or  the  appUcation  or 
patent  files  involved  in  an  interference.  Orders  for  copies  shall 
not  be  filed  with  the  Board  unless  ordered  by  an  Administrative 
Patent  Judge.  Individuals  ordering  files  should  note  that 
interference  files  do  not  include  the  involved  application  or 
patent  files,  which  must  be  ordered  as  separate  files.  Orders  for 
copies  must  specifically  identify  the  serial  number,  patent 
number  or  interference  number  of  all  desired  files.  Because  of 
the  confidentiality  provisions  of  35  U.S.C.  §  122  and  37  CFR 
§§1.1  1(e)  and  1.14,  all  orders  for  copies  of  pending  applica- 
tions or  interference  files  must  be  accompanied  with  proof  that 
the  requester  is  authorized  to  have  access  to  the  files  (e.g.,  copy 
of  the  power  of  attorney,  power  to  inspect,  and  interference 
declaration,  as  appropriate).  Failure  to  provide  all  necessary 
information  with  the  order  will  delay  obtaining  copies  or  result 
in  a  denial  of  the  order. 

Uncertified  copies  may  be  purchased  from  the  Dissemina- 
tion Support  Division  (DSD).  Inquiries  regarding  uncertified 
copies  must  be  directed  to  DSD  at  (703)  305-8716.  Orders  for 
uncertified  copies  may  be  placed  by  FAX,  when  paying  by 
VIS  A/MasterCard  or  PTO  Deposit  Account,  at  (703)  305- 
8759.  Orders  for  uncertified  copies  may  also  be  mailed  to  DSD 
at  the  following: 

Commissioner  of  Patents  and  Trademarks 
Box  9 
Attention:  DSD  File  Copy 
Washington,  D.C.  20231 
Certified  copies  may  be  purchased  from  the  Certification 
Division.  Inquiries  regarding  certified  copies  must  be  directed 
to  the  Certification  Division  at  (703)  308-9726  or  toll  free  at 
1-800-972-6382.  Orders  for  certified  copies  may  be  placed  by 
FAX,  when  paying  by  VISA/MasterCard  or  PTO  Deposit 
Account,  at  (703)  308-7048.  Order  for  uncertified  copies  may 
also  be  mailed  to  the  Certification  Division  at  this  address: 


Commissioner  of  Patents  and  Trademarks 
Box  10 
Washington,  D.C.  20231 
Orders  for  both  certified  and  uncertified  copies  may  be  hand 
delivered  to  PTO's  PubUc  Service  Facility,  located  at  2183 
Jefferson  Davis  Highway,  in  the  Crystal  Plaza  Arcade  Shops 
directly  below  Crystal  Plazas  3  and  4. 

BRUCE  H.  STONER,  JR. 
Chief  Administrative  Patent  Judge 
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Temporary  Suspension  of  "At  Cost"  Services 
for  Orders  for  Certified  Copies 


EflFective  immediately,  and  until  further  notice,  the  Certifi- 
cation Division,  Office  of  Public  Records,  will  temporarily 
suspend  accepting  requests  for  "at  cost"  service  for  orders  of 
certified  copies  of  PTO  documents  except  where  the  requester 
provides  documentation  that  the  copy  is  required  for  pending 
litigation. 

The  Certification  Division's  ability  to  provide  "at  cost" 
services  is  based  upon  the  ready  availability  of  source  docu- 
ments either  on  microform  or  via  access  to  electronic  images. 
Increased  filings  of  both  patent  and  trademark  applications 
have  resulted  in  more  instances  where  requested  documents 
are  not  yet  available  on  film  or  electronic  media  to  fill 
customer  orders  on  an  "at  cost"  basis  efficiently  and  for  a 
reasonable  fee. 

Orders  for  expedited  service  for  certified  copies  of  both 
patent  and  trademark  applications-as-filed  and  trademark  reg- 
istrations will  continue  to  be  accepted.  Customers  will  be 
advised  within  three  working  days  if  microform  or  electronic 
images  are  not  available  to  fill  their  orders  on  an  expedited 
basis,  and  the  order  will  be  filled  as  a  request  for  regular 
service  with  an  appropriate  adjustment  and/or  credit  for  fees 
paid. 


Customers  are  reminded  that  expedited  service  is  provided 
on  a  "local  basis"  for  those  orders:  (1)  placed  through  the 
PTO's  Public  Service  Windows  located  in  the  Patent  Search 
Room  and  the  Trademark  Search  Library;  (2)  hand-delivered 
to  the  Office  of  Public  Records'  (OPR)  Service  Counter  in  the 
North  Tower  building;  (3)  transmitted  via  fax  directly  to  the 
Certification  Division;  or  (4)  received  from  an  overnight 
delivery  service  at  the  OPR  Service  Counter.  Requests  for 
expedited  service  received  through  the  US  mail  will  be 
processed  as  regular  orders. 

In  those  cases  where  Certification  Division  cannot  fill  a 
customer  order  within  30  days  of  receipt  due  to  unavailability 
of  media  or  the  source  document  itself,  customers  will  be 
provided  with  a  certified  letter  documenting  their  request  and 
the  Office's  inability  to  fill  the  order  as  requested.  These  letters 
will  be  provided  at  no  charge.  The  order  itself  will  be  closed 
and  a  full  refund  or  credit  made  to  the  customer. 

Customers  placing  orders  for  certified  copies  may  use  the 
following  as  guidelines  for  expected  turnaround  times  from 
initial  receipt  of  an  order  in  PTO  to  mailing  date  from  the 
Office: 

Certified  Product  Days  to  Mail 

Patent  Apphcation-As-Filed,  7 

Expedited  (microfiche  available) 

Patent  Applications- As-Filed,  Regular  17 

Patent  Related  File  Wrapper  25 

Patent  Copy  10 

Trademark  Application- As-Filed,  7 

Expedited  (microfiche  available) 

Trademark  Application- As-Filed,  Regular  17 

Trademark  Related  File  Wrapper  25 

Trademark  Registration  10 

Trademark  Registration,  Expedited  3 

Delivery  of  any  specific  copy  will  vary  based  on  the 
availability  of  microfilm  products  and/or  file  accessiblity. 
Customers  are  encouraged  to  fax  orders  for  copies  directly  to 
Certification  Division  at  (703)  308-9759  and  to  pay  by  PTO 
Deposit  Account,  MasterCard,  or  Visa  to  minimize  processing 
time.  Information  on  the  status  of  pending  orders  may  be 
obtained  by  calling  (703)  308-9726  or  1  (800)  972-6382 
(outside  the  Washington,  D.C.  Metro  area). 


November  2,  1995 


WESLEY  H.  GEWEHR 

Administrator  for 
Information  Dissemination 
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(64)        Treatment  of  Fee  Deficiency  Submissions 
under  37  CFR  1.28(c)  in  view  of  the 
Federal  Circuit  decision  in  DH  Technology 

In  early  1997,  the  Patent  and  Trademark  Office  (PTO)  began 
holding  the  acceptance  of  all  submissions  of  fee  deficiencies 
under  37  CFR  1.28(c)  in  abeyance  pending  a  decision  by  the 
Court  of  Appeals  for  the  Federal  Circuit  on  the  appeal  in  DH 
Tech.  V.  Synergstex  Intn'l,  937  F  Supp.  902,  909,  40  USPA2d 
1754,  1761  (N.D.  Cal.  1996).  See  Interim  Treatment  of  Fee 
Deficiency  Submissions  under  37  CFR  1.28(c)  in  view  of  DH 
Technology,  1198  Off.  Gaz.  Pat.  Office  27  (May  6,  1997).  On 
September  1,  1998,  the  Federal  Circuit  rendered  a  decision, 
holding  that  37  CFR  1.28(c)  is  the  sole  provision  governing  the 
time  for  correction  of  the  erroneous  payment  of  the  issue  fee  as 
a  small  entity.  See  DH  Tech.  v.  Synergstex  Intern' I,  154  F.3d 
1333,  1342,  47  USPQ2d  1865,  1872  (Fed.  Cir.  1998).  At  the 
time  of  the  Federal  Circuit  decision,  the  PTO  had  more  than 
five  hundred  applications  or  patent  files  in  which  it  was 
holding  the  acceptance  of  a  fee  deficiency  under  37  CFR 
1.28(c)  in  abeyance. 

The  PTO  is  aware  that  any  delay  in  the  acceptance  of  a  fee 
deficiency  under  37  CFR  1.28(c)  places  a  burden  on  the 
applicant  or  patentee.  Thus,  the  PTO  engaged  in  an  effort  to 
expeditiously  process  the  acceptance  of  the  fee  deficiencies 
submitted  in  these  applications  or  patents,  and  has  issued  a 
notice  in  each  of  these  applications  or  patents  that  it  accepted 
the  fee  deficiency  submission  under  37  CFR  1.28.  The  PTO 
has  now  forwarded  the  pending  applications  to  the  appropriate 
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pro  organization  {e.g..  Publishing  Division  or  appropriate 
technology  center)  for  further  processing,  and  forwarded  the 
patent  files  to  Files  Repository. 

All  future  submissions  of  a  fee  deficiency  under  37  CFR 
1.28(c)  should  also  include  a  detailed  break-down  of  the  total 
amount  paid.  This  would  include  a  listing  of  each  of  the  prior 
fee  underpayments  as  well  as  the  specific  deficiency  (based  on 


the  current  fees)  being  submitted.  To  assist  the  PTO  in 
correctly  applying  the  fees  being  submitted,  the  submission 
should  include  the  following  information  for  each  fee  which 
was  deficient:  1)  filing  date  of  the  original  fee  payment;  2)  the 
type  of  fee,  e.g.,  basic  filing  fee,  maintenance  fee,  extension 
fee;  3)  the  amount  of  the  original  fee  payment;  and  4)  the 
amount  of  the  fee  deficiency.  For  example: 


Filing  date 
of  original 
paper/fee 
03/04/96 
03/04/96 

03/04/96 

05/20/97 


Type  of  fee  paid 
basic  filing  fee 
7  independent 
claims  in  excess  of  3 
10  total  claims 
in  excess  of  20 
3  month  extension 


Column  A      Column  B 


Current  fee  Amount 

amount  as  a  originally 

large  entity  paid 

$760  $375 

$546  $273 


$180 


$870 


$110 

$450 
TOTAL 


Deficiency 
(based  on  current 
fee  amount) 
(Col.  A 
minus  Col.  B) 
$385 
$273 

$70 

$420 
$1148 


If  a  detailed  break-down  of  the  total  amount  paid  is  not 
submitted,  the  submitter  may  be  notified  that  such  a  breakdown 
must  be  submitted  before  the  payment  can  be  accepted. 
Alternatively,  the  payment  could  be  accepted  (without  a 
breakdown)  but  processing  delays  can  be  expected  for  the  PTO 
staff  to  perform  the  break-down  computations. 

Inquiries  with  regard  to  this  matter  should  be  directed  to  the 
Office  of  Petitions  Staff  at  (703)  305-9282. 
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Certain  Fees  to  be  Adjusted 


December  9,  1998 


STEPHEN  G.  KUNIN 
Deputy  Assistant  Commissioner  for 
Patent  Policy  and  Projects 
[1218  OG  528] 


(65)  Interim  Treatment  of 

Fee  Deficiency  Submissions  under 
37  C.F.R.  §  1.28(c)  in  view  of  DH  Technology 

Two  recent  district  court  decisions  have  considered  the 
practice  of  submitting  a  fee  deficiency  under  37  C.F.R.  § 
1.28(c)  and  have  reached  conflicting  conclusions.  See  DH 
Technology  v.  Synergstex  International,  Inc.,  937  F.Supp.  902, 
40  USPQ2d  1754  (N.D.  Cal.  1996);  and  Jewish  Hospital  of  St 
Louis  V.  Idexx  Laboratories,  951  F.Supp  1  (D.  Me.  1996). 

In  DH  Technology,  the  District  Conn  for  the  Northern 
District  of  California  held  that  the  submission  of  the  balance  of 
the  full  issue  fee  under  37  C.F.R.  §  1.28(c)  must  also  meet  the 
requirements  of  37  CFR.  §  1.317.  937  FSupp.  at  909,  40 
USPQ2d  at  1761.  DH  Technology  is  currently  under  appeal  to 
the  Court  of  Appeals  for  the  Federal  Circuit  (Federal  Circuit). 

Since  a  decision  by  the  Federal  Circuit  in  DH  Technology  is 
expected  to  resolve  the  conflict  concerning  37  C.F.R.  §  1.28(c), 
the  PTO  is  holding  the  acceptance  of  all  submissions  of  fee 
deficiencies  under  37  C.F.R.  §  1.28(c)  in  abeyance  pending  a 
decision  in  DH  Technology  by  the  Federal  Circuit. 

Inquiries  with  regard  to  this  notice  should  be  directed  to 
Robert  W.  Bahr  at  (703)  305-9285. 

April  14,  1997  STEPHEN  G.  KUNIN 

Deputy  Assistant  Commissioner  for 
Patent  Policy  and  Projects 

[1198  OG  27] 


The  United  States  Patent  and  Trademark  Office  (referred  to 
as  "we"  or  "our"  in  this  notice)  is  adjusting  certain  patent  fee 
amounts  and  a  trademark  fee  amount  to  reflect  fluctuations  in 
the  Consumer  Price  Index  (CPI).  Also,  we  are  adjusting,  by  a 
corresponding  amount,  a  few  patent  fees  (37  CFR  1.17(e),  (r), 
(s),  and  (t))  that  track  the  affected  fees  (either  37  CFR  1.16(a) 
or  1.17(m)).  The  Director  is  authorized  to  adjust  these  fees 
annually  by  the  CPI  to  recover  the  higher  costs  associated  with 
doing  business. 


In  addition,  we  are  amending  several  patent  and  trademark 
document  supply  fees  to  streamhne  operations  and  to  benefit 
our  customers.  We  are  eliminating  the  current  37  CFR 
1.19(a)(l)(ii),  (a)(l)(iii),  (b)(l)(i),  2.6(b)(l)(ii),  (b)(l)(iii),  and 
(b)(2)(i)  fees  and  reducing  the  current  37  CFR  1.19(b)(l)(ii) 
and  2.6(b)(2)(ii)  fees.  The  cost  benefit  from  streamlining  our 
operations  will  be  passed  on  to  our  customers.  "At  cost" 
services  are  still  available  for  urgent  (e.g.,  same  day)  service. 


Legislation  has  also  been  introduced  in  the  Congress  that 
would  alter  our  fees.  If  enacted,  this  legislation  would  super- 
sede many  of  the  fees  identified  in  this  notice. 


The  effective  date  for  the  adjustments  to  the  fee  amounts 
shown  below  will  be  January  1,  2003.  Small  entity  fee 
amounts,  if  applicable,  appear  in  parentheses. 


A  final  rule  amending  the  rules  of  practice  in  patent  and 
trademark  cases  to  indicate  the  new  fee  amounts  will  be 
published  in  the  Federal  Register.  This  notice  satisfies  the 
requirement  for  pubUcation  in  the  Official  Gazette  of  the 
United  States  Patent  and  Trademark  Office.  The  final  rule  and 
the  new  fee  schedule  will  be  posted  to  our  Web  site  in  the  near 
future. 


Patent  and  trademark  customers  are  responsible  for  paying 
the  correct  fee  amounts.  We  advise  our  customers  to  refer  to 
our  official  Web  site  (www.uspto.gov),  or  contact  the  General 
Information  Services  Division  at  (703)  308-4357  or  (800) 
786-9199  for  the  most  current  fee  amounts  and  information. 


March  2,  2004 


U.S.  PATENT  AND  TRADEMARK  OFFICE 
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Patent  Fees  (Small  entity  fee  amounts,  if  applicable,  appear  in  parentheses.) 


Current 

New 

37  CFR  Sec. 

Description 

Fee  Amount 

Fee  Amount 

1.16(a) 

Basic  filing  fee — Utility 

$740  ($370) 

$750  ($375) 

1.16(a) 

Basic  filing  fee— Utility  (CPA) 

$740  ($370) 

$750  ($375) 

1.16(g) 

Plant  filing  fee 

$510  ($255) 

$520  ($260) 

1.16(g) 

Plant  filing  fee  (CPA 

$510  ($255) 

$520  ($260) 

1.16(h) 

Reissue  filing  fee 

$740  ($370) 

$750  ($375) 

1.16(h) 

Reissue  filing  fee  (CPA) 

$740  ($370) 

$750  ($375) 

1.17(a)(2) 

Extension  for  response  within  second  month 

$400  ($200) 

$410  ($205) 

1.17(a)(3) 

Extension  for  response  within  third  month 

$920  ($460) 

$930  ($465) 

1.17(a)(4) 

Extension  for  response  within  fourth  month 

$1,440  ($720) 

$1,450  ($725) 

1.17(a)(5) 

Extension  for  response  within  fifth  month 

$1,960  ($980) 

$1,970  ($985) 

1.17(e) 

Request  for  continued  examination  (RCE)  (1.114) 

$740  ($370) 

$750  ($375) 

1.17(m) 

Petition  to  revive  unintentionally  abandoned 
application 

$1,280  ($640) 

$1,300  ($650) 

1.17(r) 

Filing  a  submission  after  final  rejection  (1.129(a)) 

$740  ($370) 

$750  ($375) 

1.17(s) 

For  each  additional  invention  to  be  examined 
(1.129(b)) 

$740  ($370) 

$750  ($375) 

1.17(0 

Acceptance  of  unintentionally  delayed  claim  for 
priority 

$1,280 

$1,300 

1.18(a) 

Utility  issue  fee 

$1,280  ($640) 

$1,300  ($650) 

1.18(b) 

Design  issue  fee 

$460  ($230) 

$470  ($235) 

1.18(c) 

Plant  issue  fee 

$620  ($310) 

$630  ($315) 

1.20(e) 

Maintenance  fee — due  at  3.5  years 

$880  ($440) 

$890  ($445) 

1.20(f) 

Maintenance  fee — due  at  7.5  years 

$2,020  ($1,010) 

$2,050  ($1,025) 

1.20(g) 

Maintenance  fee — due  at  11.5  years 

$3,100  ($1,550) 

$3,150  ($1,575) 

1.492(a)(1) 

IPEA— U.S. 

$710  ($355) 

$720  ($360) 

1.492(a)(2) 

ISA— U.S. 

$740  ($370) 

$750  ($375) 

1.492(a)(3) 

USPTO  not  ISA  or  IPEA 

$1,040  ($520) 

$1,060  ($530) 

1.492(a)(5) 

Filing  with  EPO  or  JPO  search  report 

$890  ($445) 

$900  ($450) 

Trademark  Fee 


Current 

New 

37  CFR  Sec. 

Description 

Fee  Amount 

Fee  Amount 

2.6(a)(1) 

Application  for  registration,  per  class 

$325 

$335 

Document  Supply  Fees 


Current 

New 

Current 

New 

37  CFR  Sec. 

37  CFR  Sec. 

Description 

Fee  Amount 

Fee  Amount 

1.19(a)(l)(i) 

1.19(a)(1) 

Printed  copy  of  patent  w/o  color 

$3 

unchanged 

1.19(b)(l)(ii) 

1.19(b)(1) 

Certified  copy  of  patent  application  as  filed 

$30 

$20 

2.6(b)(l)(i) 

2.6(b)(1) 

Printed  copy  of  each  registered  mark 

$3 

unchanged 

2.6(b)(2)(ii) 

2.6(b)(2) 

Certified  copy  of  trademark  application  as  filed 

$30 

$15 

Questions  concerning  this  notice  should  be  forwarded  to  Matthew  Lee  by  telephone  at  (703)  305-8051,  or  by  e-mail  at 
matthe  w.  lee  @  uspto .  go  v. 


November  4,  2002 


SANDRA  L.  WEISMAN 

Acting  Chief  Financial  Officer  and 

Chief  Administrative  Officer 
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(" ')         Customer  Number  Required  in  order  to 
Establish  a  Fee  Address 


When  an  application  has  been  allowed,  at  the  time  of  issue 
fee  payment,  applicants  may  designate  a  fee  address  for 
maintenance  fee  purposes  (hereafter,  fee  address)  by  submit- 
ting a  ''Fee  Address  "  Indication  form  (PTO/SB/47;  Rev  03-02 
or  more  recent)  as  an  attachment  to  the  Issue  Fee  Transmittal 
(PTOL-85B).  If  no  Customer  Number  was  previously  acquired 
from  the  Office  for  the  address  being  designated  as  the  fee 
address,  a  Request  for  Customer  Number  form  (PTO/SB/I25) 
should  also  be  attached  to  the  Issue  Fee  Transmittal  (PTOL- 
85B).  If  a  fee  address  is  established  in  an  allowed  application 
or  patent,  the  Office  will  send  all  maintenance  fee  correspon- 
dence (such  as  maintenance  fee  reminder  notices)  to  the  fee 
address;  and  the  Office  will  send  all  other  correspondence,  to 
the  correspondence  address  of  record. 

Effective  immiediately,  any  designation  of  a  fee  address 
(at  the  time  of  issue  fee  payment  or  afterwards)  is  required 
to  be  a  Customer  Number,  either  an  existing  Customer 
Number  or  one  created  for  this  purpose. 

Background — The  Office's  record-keeping  database  does 
not  permit  the  Office  to  establish  a  fee  address  without  a 
Customer  Number.  Because  of  this  database  requirement,  if  a 
specific  address,  by  itself,  was  designated  as  the  fee  address 
upon  payment  of  the  issue  fee,  or  afterwards,  the  USPTO  had 
been  sua  sponte  assigning  a  Customer  Number  to  represent  the 
designated  fee  address.  This  practice  caused  confusion  to  some 
fee  address  requesters  who  were  surprised  to  find  out  that  they 
had  been  assigned  a  new  Customer  Number  when  no  Customer 
Number  was  requested.  To  avoid  such  confusion,  the  "Fee 
Address"  Indication  form  (PTO/SB/47)  has  recently  been 
revised  to  only  permit  a  fee  address  to  be  designated  by  a 
Customer  Number. 

Revised  "Fee  Address"  Indication  Form  (PTO/SB/47:  Rev 
03-02  or  more  recent) —  The  revised  version  of  the  "Fee 
Address "  Indication  form  (PTO/SB/47;  Rev  03-02)  has  been 
posted  on  the  USPTO  website  since  March  2002.  The  March 
2002  revision  date  is  shown  by  the  notation  "(03-02)"  in  the 
upper  right-hand  comer  of  the  form,  following  the  form 
number  (PTO/SB/47).  Only  a  version  of  the  "Fee  Address" 
Indication  form  (PTO/SB/47)  showing  a  revision  date  of 
03-02,  or  more  recent,  reflects  the  requirement  that  a  Customer 
Number  be  used  to  designate  a  fee  address.  Versions  of  the 
"Fee  Address"  Indication  form  (PTO/SB/47)  showing  a  revi- 
sion date  earlier  than  03-02  do  not  reflect  this  requirement,  and 
are  outdated. 

If  a  Customer  Number  was  previously  acquired  from  the 
Office  for  the  address  being  designated  as  the  fee  address,  both 
the  revised  version  (showing  a  revision  date  of  03-02)  and  the 
outdated  versions  of  the  "Fee  Address"  Indication  form 
(PTO/SB/47)  provide  a  space  for  entering  that  Customer 
Number  to  designate  the  fee  address.  The  revised  version  of 
the  "Fee  Address "  Indication  form  (PTO/SB/47)  differs  from 
outdated  versions  of  the  form  insofar  as  how  a  fee  address  may 
be  designated  where  no  Customer  Number  exists  for  that 
address.  Outdated  versions  provide  a  space  for  entering  an 
address  not  represented  by  a  Customer  Number,  whereas  the 
revised  version  provides  no  such  space.  Instead,  where  no 
Customer  Number  exists  for  the  address  being  designated  as 
the  fee  address,  the  revised  version  of  the  "Fee  Address" 
Indication  form  (PTO/SB/47;  Rev  03-02)  requires  that  the 
address  be  entered  on  an  attached  Request  for  Customer 
Number  form  (PTO/SB/I25),  or  equivalent  form.  Further,  the 
revised  version  of  the  "Fee  Address "  Indication  form  (PTO/ 
SB/47;  Rev  03-02)  contains  instructions  notifying  fee  address 
requesters  that  any  fee  address  must  be  designated  by  a 
Customer  Number. 

The  revised  version  of  the  "Fee  Address "  Indication  form 
(PTO/SB/47;  Rev  03-02)  is  posted  on  the  USPTO  website  at: 
http://www.uspto.gov/web/forms/sb0047.pdf.  Also,  the  current 
version  of  the  Request  for  Customer  Number  form  is  available 
at:  http://www.uspto.gov/web/forms/sb0125.pdf. 

Non-conforming  Fee  Address  Indications — Previously  un- 
processed "Fee  Address "  Indication  forms  (PTO/SB/47),  or 
equivalent  forms,  filed  prior  to  the  publication  date  of  this 


Notice  are  being  returned  by  the  Office  to  the  correspondence 
address  of  the  relevant  allowed  application  or  patent  where  the 
designated  fee  address  is  not  already  represented  by  a  Cus- 
tomer Number  and  where  there  is  no  request  that  a  Customer 
Number  be  used  to  represent  the  designated  fee  address. 
Together  with  any  returned  "Fee  Address"  Indication  form 
(PTO/SB/47),  or  equivalent  form,  the  Office  shall  provide  an 
updated  version  of  the  "Fee  Address "  Indication  form  (PTO/ 
SB/47),  a  Request  for  Customer  Number  form  (PTO/SB/I25), 
and  instructions  for  establishing  a  fee  address  for  the  subject 
application  or  patent. 

After  the  publication  date  of  this  Notice,  any  fee  address 
designation  will  be  considered  by  the  Office  to  be  a  Customer 
Number  regardless  of  which  version  of  the  "Fee  Address" 
Indication  form  (PTO/SB/47)  is  used.  Accordingly,  "Fee  Ad- 
dress" Indication  forms  (PTO/SB/47),  or  equivalent  forms, 
filed  after  the  publication  date  of  this  Notice  shall  not  be 
returned  by  the  Office  for  lack  of  any  request  that  a  Customer 
Number  be  used  to  represent  the  designated  fee  address.  The 
Office  considers  the  following  factors  to  be  sufficient  to  advise 
fee  address  requesters  that  all  fee  addresses  established  at  the 
Office  will  be  represented  by  a  Customer  Number:  (1)  the 
instant  Notice;  (2)  the  latest  version  of  the  "Fee  Address" 
Indication  form  (PTO/SB/47;  Rev  03-02)  containing  instruc- 
tions notifying  fee  address  requesters  that  any  fee  address  must 
be  represented  by  a  Customer  Number;  and  (3)  the  bolded 
statement  on  currently  mailed  Issue  Fee  Transmittals  (PTOL- 
85B)  that  in  order  to  estabhsh  a  fee  address,  "Use  of  a 
Customer  Number  is  required." 

Section  2540  of  the  Manual  Of  Patent  Examining  Procedure 
(MPEP  2540)  shall  be  revised  in  accordance  with  this  Notice. 

Questions  conceming  the  need  for  a  Customer  Number  in 
order  to  establish  a  Fee  Address  should  be  directed  to  Dave 
Scherbel,  by  telephone  at  (703)  308-1272  or  by  e-mail  at 
david.scherbel@uspto.gov. 

Questions  conceming  a  returned  Fee  Address  Indication 
should  be  directed  to  Gisele  Jones,  by  telephone  at  (703) 
308-9649,  by  facsimile  at  (703)  308-6778,  or  by  e-mail  at 
gisele.jones@uspto.gov. 


July  11,  2002 


STEPHEN  G.  KUNIN 

Deputy  Commissioner  for 
Patent  Examination  Policy 


[1261  OG  19] 


(68)  DEPARTMENT  OF  COMMERCE 

Patent  and  Trademark  OfiBce 
37  CFR  Part  1 
RIN  0651-AB60 

Revision  of  Patent  Fees  for  Fiscal  Year  2004 

AGENCY:  United  States  Patent  and  Trademark  Office,  Com- 
merce. 

ACTION:  Final  rule. 

SUMMARY:  The  United  States  Patent  and  Trademark  Office 
(referred  to  as  "we",  "us",  or  "our"  in  this  document)  is 
adjusting  certain  patent  fee  amounts  to  reflect  fluctuations  in 
the  Consumer  Price  Index  (CPI).  Also,  we  are  adjusting,  by  a 
corresponding  amount,  a  few  patent  fees  that  track  the  affected 
fees.  The  Director  is  authorized  to  adjust  these  fees  annually  in 
accordance  with  the  CPI  to  recover  the  higher  costs  associated 
with  doing  business. 

Legislation  has  also  been  introduced  in  the  Congress  that 
would  alter  our  fees.  If  enacted,  this  legislation  would  super- 
sede the  fees  identified  in  this  final  mie. 

EFFECTIVE  DATE:  October  1,  2003. 

FOR  FURTHER  INFORMATION  CONTACT:  Matthew 
Lee  by  e-mail  at  matthew.lee@uspto.gov,  by  telephone  at  (703) 
305-8051,  or  by  fax  at  (703)  305-8007. 
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SUPPLEMENTARY  INFORMATION:  This  final  rule  ad- 
justs our  fees  in  accordance  with  the  applicable  provisions  of 
title  35,  United  States  Code,  as  amended  by  the  Consolidated 
Appropriations  Act,  Fiscal  Year  2000  (which  incorporated  the 
Intellectual  Property  and  Communications  Omnibus  Reform 
Act  of  1999)  (Pub.  L.  106-113).  This  final  rule  also  adjusts,  by 
a  corresponding  amount,  a  few  patent  fees  (37  CFR  1.17(e), 
(r),  (s),  and  (t))  that  track  statutory  fees  (either  37  CFR  1.16(a) 
or  1.1 7(m)). 

Legislation  has  been  introduced  in  the  Congress  that  would 
alter  our  fees.  Customers  should  be  aware  that  legislative 
changes  to  our  fees  would  supersede  this  final  rule.  If  such 
changes  occur,  we  will  make  corresponding  rule  changes  by 
publication  in  the  Federal  Register.  Customers  may  wish  to 
refer  to  our  official  website  at  www.uspto.gov  for  the  most 
current  fee  amounts.  Official  notices  of  any  fee  changes  will 
appear  in  the  Federal  Register  and  the  Official  Gazette  of  the 
United  States  Patent  and  Trademark  Office. 

A  proposed  rule  notice  was  published  at  68  FR  23092  on 
April  30,  2003,  which  requested  comments  by  May  30,  2003. 
No  comments  were  received. 

Background 

Statutory  Provisions 

Patent  fees  are  authorized  by  35  U.S.C.  41,  119,  120,  132(b) 
and  376.  For  fees  paid  under  35  U.S.C.  41(a)  and  (b)  and 
132(b),  independent  inventors,  small  business  concerns,  and 
nonprofit  organizations  who  meet  the  requirements  of  35 
U.S.C.  41(h)(1)  are  entitled  to  a  fifty-percent  reduction. 

Section  41(f)  of  title  35,  United  States  Code,  provides  that 
fees  established  under  35  U.S.C.  41(a)  and  (b)  may  be  adjusted 
on  October  1,  1992,  and  every  year  thereafter,  to  reflect 
fluctuations  in  the  CPI  over  the  previous  twelve  months. 

Section  41(d)  of  title  35,  United  States  Code,  authorizes  the 
Director  to  establish  fees  for  all  other  processing,  services,  or 
materials  related  to  patents  to  recover  the  average  cost  of 
providing  these  services  or  materials,  except  for  the  fees  for 
recording  a  document  affecting  title,  for  each  photocopy,  for 
each  black  and  white  copy  of  a  patent,  and  for  standard  library 
service. 

Section  41(g)  of  title  35,  United  States  Code,  provides  that 
new  fee  amounts  established  by  the  Director  under  section  41 
may  take  effect  thirty  days  after  notice  in  the  Federal  Register 
and  the  Official  Gazette  of  the  United  States  Patent  and 
Trademark  Office. 

Fee  Adjustment  Level 

The  patent  statutory  fees  established  by  35  U.S.C.  41(a)  and 
(b)  will  be  adjusted  on  October  1,  2003,  to  reflect  fluctuations 
occurring  during  the  twelve-month  period  from  October  1, 
2002,  through  September  30,  2003,  in  the  Consumer  Price 
Index  for  All  Urban  Consumers  (CPI-U).  The  Office  of 
Management  and  Budget  has  advised  us  that  in  calculating 
these  fluctuations,  we  should  use  CPI-U  data  as  determined  by 
the  Secretary  of  Labor.  In  accordance  with  previous  fee-setting 
methodology,  we  base  this  fee  adjustment  on  the  Administra- 
tion's projected  CPI-U  for  the  twelve-month  period  ending 
September  30,  2003,  which  is  2.08  percent.  Based  on  this 
projected  CPI-U,  patent  statutory  fees  will  be  adjusted  by  2.08 
percent. 

Certain  patent  processing  fees  established  under  35  U.S.C. 
41(d),  119,  120,  132(b),  376,  and  Public  Law  103-465  (the 
Uruguay  Round  Agreements  Act)  will  be  adjusted  to  reflect 
fluctuations  in  the  CPI. 

The  fee  amounts  were  rounded  by  applying  standard  arith- 
metic rules  so  that  the  amounts  rounded  will  be  convenient  to 
the  user.  Fees  for  other  than  a  small  entity  of  $100  or  more 
were  rounded  to  the  nearest  $10.  Fees  of  less  than  $100  were 
rounded  to  an  even  number  so  that  any  comparable  small  entity 
fee  will  be  a  whole  number. 

General  Procedures 

Any  fee  amount  that  is  paid  on  or  after  the  effective  date  of 
the  fee  adjustment  will  be  subject  to  the  new  fees  then  in  effect. 
The  amount  of  the  fee  to  be  paid  will  be  determined  by  the  time 
of  fifing.  The  time  of  filing  wiU  be  determined  either  according 
to  the  date  of  receipt  in  our  office  or  the  date  reflected  on  a 
proper  Certificate  of  Mailing  or  Transmission,  where  such  a 
certificate  is  authorized  under  37  CFR  1.8.  Use  of  a  Certificate 
of  Mailing  or  Transmission  is  not  authorized  for  items  that  are 


specifically  excluded  from  the  provisions  of  §  1.8.  Items  for 
which  a  Certificate  of  Mailing  or  Transmission  under  §  1.8  are 
not  authorized  include,  for  example,  filing  of  Continued 
Prosecution  Applications  (CPAs)  under  §  1.53(d)  and  other 
national  and  international  appfications  for  patents.  See  37  CFR 
1.8(a)(2). 

Patent-related  correspondence  delivered  by  the  "Express 
Mail  Post  Office  to  Addressee"  service  of  the  United  States 
Postal  Service  (USPS)  is  considered  filed  or  received  in  our 
office  on  the  date  of  deposit  with  the  USPS.  See  37  CFR 
1.10(a)(1).  The  date  of  deposit  with  the  USPS  is  shown  by  the 
"date-in"  on  the  "Express  Mail"  mailing  label  or  other  official 
USPS  notation. 

To  ensure  clarity  in  the  implementation  of  the  new  fees,  a 
discussion  of  specific  sections  is  set  forth  below. 

Discussion  of  Specific  Rules 

37  CFR  1.16  National  Application  Filing  Fees 

Section  1.16,  paragraphs  (a),  (b),  (d),  and  (f)  through  (i),  are 
revised  to  adjust  fees  estabUshed  therein  to  reflect  fluctuations 
in  the  CPI. 

37  CFR  1.17  Patent  Application  and  Reexamination  Pro- 
cessing Fees 

Section  1.17,  paragraphs  (a)(2)  through  (a)(5),  (b)  through 
(e),  (m),  and  (r)  through  (t),  are  revised  to  adjust  fees 
established  therein  to  reflect  fluctuations  in  the  CPI. 

37  CFR  1.18  Patent  Post  Allowance  (Including  Issue)  Fees 

Section  1.18,  paragraphs  (a)  through  (c),  are  revised  to 
adjust  fees  established  therein  to  reflect  fluctuations  in  the  CPI. 

37  CFR  1.20  Post  Issuance  Fees 

Section  1.20,  paragraphs  (e)  through  (g),  are  revised  to 
adjust  fees  established  therein  to  reflect  fluctuations  in  the  CPI. 

37  CFR  1.492  National  Stage  Fees 

Section  1.492,  paragraphs  (a)(1)  through  (a)(3),  (a)(5),  (b), 
and  (d),  are  revised  to  adjust  fees  established  therein  to  reflect 
fluctuations  in  the  CPI. 

Other  Considerations 

This  final  rule  contains  no  information  collection  require- 
ments within  the  meaning  of  the  Paperwork  Reduction  Act  of 
1995,  44  U.S.C.  3501  et  seq.  This  final  rule  has  been 
determined  to  be  not  significant  for  purposes  of  Executive 
Order  12866.  This  final  rule  does  not  contain  policies  with 
Federalism  implications  sufficient  to  warrant  preparation  of  a 
Federalism  Assessment  under  Executive  Order  13132  (August 
4,  1999). 

The  Deputy  General  Counsel  for  General  Law  of  the  United 
States  Patent  and  Trademark  Office  has  certified  to  the  Chief 
Counsel  for  Advocacy,  Small  Business  Administration,  that  the 
final  rule  change  will  not  have  a  significant  economic  impact 
on  a  substantial  number  of  small  entities  (Regulatory  Flexibil- 
ity Act,  5  U.S.C.  605(b)).  The  final  rule  change  increases  fees 
to  reflect  the  change  in  the  CPI  as  authorized  by  35  U.S.C. 
41(f)-  Further,  the  principal  impact  of  the  major  patent  fees  has 
already  been  taken  into  account  in  35  U.S.CT.  41(h)(1),  which 
provides  small  entities  with  a  fifty-percent  reduction  in  the 
major  patent  fees.  We  received  roughly  111,000  patent  appli- 
cations (approximately  33  percent  of  total  patent  applications) 
last  year  from  small  entities.  Since  the  average  small  entity  fee 
will  increase  by  less  than  $10,  with  a  minimum  increase  of  $1 
and  a  maximum  increase  of  $35,  there  will  not  be  a  significant 
economic  impact  on  a  substantial  number  of  small  entities  due 
to  this  final  rule  change. 

List  of  Subjects  in  37  CFR  Part  1 

Administrative  practice  and  procedure,  Patents. 

■  For  the  reasons  set  forth  in  the  preamble,  we  are  amending 
title  37  of  the  Code  of  Federal  Regulations,  Part  1 ,  as  set  forth 
below. 

PART  1— RULES  OF  PRACTICE  IN  PATENT  CASES 

■  1.  The  authority  citation  for  37  CFR  Part  1  continues  to 
read  as  follows: 

Authority:  35  U.S.C.  2,  unless  otherwise  noted. 

■  2.  Section  1.16  is  amended  by  revising  paragraphs  (a),  (b), 
(d),  and  (f)  through  (i)  to  read  as  follows: 
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§  1.16  National  application  filing  fees. 

(a)  Basic  fee  for  filing  each  application  for  an  original 
patent,  except  provisional,  design,  or  plant  applications: 

By  a  small  entity  (§  1.27(a))  $385.00 

By  other  than  a  small  entity  $770.00 

(b)  In  addition  to  the  basic  filing  fee  in  an  original 
application,  except  provisional  applications,  for  filing  or  later 
presentation  of  each  independent  claim  in  excess  of  3: 

By  a  small  entity  (§  1.27(a))  $43.00 

By  other  than  a  small  entity  $86.00 

(d)  In  addition  to  the  basic  filing  fee  in  an  original 
application,  except  provisional  applications,  if  the  application 
contains,  or  is  amended  to  contain,  a  multiple  dependent 
claim(s),  per  application: 

By  a  small  entity  (§  1.27(a))  $145.00 

By  other  than  a  small  entity $290.00 

(f)  Basic  fee  for  filing  each  design  application: 

By  a  small  entity  (§  1.27(a))  $170.00 

By  other  than  a  small  entity  $340.00 

(g)  Basic  fee  for  filing  each  plant  application,  except 
provisional  applications: 

By  a  small  entity  (§  1.27(a))  $265.00 

By  other  than  a  small  entity  $530.00 

(h)  Basic  fee  for  filing  each  reissue  application: 

By  a  small  entity  (§  1.27(a))  $385.00 

By  other  than  a  small  entity $770.00 

(i)  In  addition  to  the  basic  filing  fee  in  a  reissue  appUcation, 
for  filing  or  later  presentation  of  each  independent  claim  which 
is  in  excess  of  the  number  of  independent  claims  in  the  original 
patent: 

By  a  small  entity  (§  1.27(a))  $43.00 

By  other  than  a  small  entity  $86.00 

3.  Section  1.17  is  amended  by  revising  paragraphs  (a)(2) 
through  (a)(5),  (b)  through  (e),  (m),  and  (r)  through  (t)  to  read 
as  follows: 

§  1.17  Patent  application  and  reexamination  processing 
fees. 

/o\    H^    ^    H^ 

n\  *  *  * 

(2)  For  reply  within  second  month: 

By  a  small  entity  (§  1.27(a)) $210.00 

By  other  than  a  small  entity $420.00 

(3)  For  reply  within  third  month: 

By  a  small  entity  (§  1.27(a))  $475.00 

By  other  than  a  small  entity  $950.00 

(4)  For  reply  within  fourth  month: 

By  a  small  entity  (§  1.27(a)) $740.00 

By  other  than  a  small  entity  $1,480.00 

(5)  For  reply  within  fifth  month: 

By  a  small  entity  (§  1.27(a))  $1,005.00 

By  other  than  a  small  entity  $2,010.00 

(b)  For  filing  a  notice  of  appeal  from  the  examiner  to  the 
Board  of  Patent  Appeals  and  Interferences: 


By  a  small  entity  (§  1.27(a))  $165.00 

By  other  than  a  small  entity  $330.00 

(c)  In  addition  to  the  fee  for  filing  a  notice  of  appeal,  for 
filing  a  brief  in  support  of  an  appeal: 

By  a  small  entity  (§  1.27(a))  $165.00 

By  other  than  a  small  entity  $330.00 

(d)  For  filing  a  request  for  an  oral  hearing  before  the  Board 
of  Patent  Appeals  and  Interferences  in  an  appeal  under  35 
U.S.C.  134: 

By  a  small  entity  (§  1.27(a))  $145.00 

By  other  than  a  small  entity  $290.00 

(e)  To  request  continued  examination  pursuant  to  §  1.114: 

By  a  small  entity  (§  1.27(a))  $385.00 

By  other  than  a  small  entity  $770.00 

(m)  For  filing  a  petition  for  the  revival  of  an  unintentionally 
abandoned  application,  for  the  unintentionally  delayed  pay- 
ment of  the  fee  for  issuing  a  patent,  or  for  the  revival  of  an 
unintentionally  terminated  reexamination  proceeding  under  35 
U.S.C.  41(a)(7)  (§  1.137(b)): 

By  a  small  entity  (§  1.27(a)) $665.00 

By  other  than  a  small  entity $1,330.00 

(r)  For  entry  of  a  submission  after  final  rejection  under  § 
1.129(a): 

By  a  small  entity  (§  1.27(a))  $385.00 

By  other  than  a  small  entity $770.00 

(s)  For  each  additional  invention  requested  to  be  examined 
under  §  1.129(b): 

By  a  small  entity  (§  1.27(a))  $385.00 

By  other  than  a  small  entity $770.00 

(t)  For  the  acceptance  of  an  unintentionally  delayed  claim 
for  priority  under  35  U.S.C.  119,  120,  121,  or  365(a)  or  (c) 

(§§.  1.55  and  1.78)  $1,330.00 

4.  Section  1.18  is  amended  by  revising  paragraphs  (a) 
through  (c)  to  read  as  follows: 

§  1.18  Patent  post  allowance  (including  issue)  fees. 

(a)  Issue  fee  for  issuing  each  original  or  reissue  patent, 
except  a  design  or  plant  patent: 

By  a  small  entity  (§  1.27(a))  $665.00 

By  other  than  a  small  entity  $1,330.00 

(b)  Issue  fee  for  issuing  a  design  patent: 

By  a  small  entity  (§  1.27(a))  $240.00 

By  other  than  a  small  entity  $480.00 

(c)  Issue  fee  for  issuing  a  plant  patent: 

By  a  small  entity  (§  1.27(a)) $320.00 

By  other  than  a  small  entity  $640.00 

5.  Section  1.20  is  amended  by  revising  paragraphs  (e) 
through  (g)  to  read  as  follows: 

§  1.20  Post  issuance  fees. 
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(e)  For  maintaining  an  original  or  reissue  patent,  except  a 
design  or  plant  patent,  based  on  an  application  filed  on  or  after 
December  12,  1980,  in  force  beyond  four  years;  the  fee  is  due 
by  three  years  and  six  months  after  the  original  grant: 

By  a  small  entity  (§  1.27(a))  $455.00 

By  other  than  a  small  entity  $910.00 

(f)  For  maintaining  an  original  or  reissue  patent,  except  a 
design  or  plant  patent,  based  on  an  application  filed  on  or  after 
December  12,  1980,  in  force  beyond  eight  years;  the  fee  is  due 
by  seven  years  and  six  months  after  the  original  grant: 

By  a  small  entity  (§  1.27(a))  $1,04500 

By  other  than  a  small  entity  $2,09000 

(g)  For  maintaining  an  original  or  reissue  patent,  except  a 
design  or  plant  patent,  based  on  an  apphcation  filed  on  or  after 
December  12,  1980,  in  force  beyond  twelve  years;  the  fee  is 
due  by  eleven  years  and  six  months  after  the  original  grant: 

By  a  small  entity  (§  1.27(a))  $1,610.00 

By  other  than  a  small  entity $3,220.00 

6.  Section  1.492  is  amended  by  revising  paragraphs  (a)(1) 
through  (a)(3),  (a)(5),  (b),  and  (d)  to  read  as  follows: 

§  1.492  National  stage  fees. 

(a)  The  basic  national  fee: 

(1)  Where  an  international  preliminary  examination  fee  as 
set  forth  in  §  1.482  has  been  paid  on  the  international 
application  to  the  United  States  Patent  and  Trademark  Office: 

By  a  smaU  entity  (§  1.27(a)) $365.00 

By  other  than  a  small  entity $730.00 

(2)  Where  no  international  preliminary  examination  fee  as 
set  forth  in  §  1.482  has  been  paid  to  the  United  States  Patent 
and  Trademark  Office,  but  an  international  search  fee  as  set 
forth  in  §  1.445(a)(2)  has  been  paid  on  the  international 
application  to  the  United  States  Patent  and  Trademark  Office  as 
an  International  Searching  Authority: 

By  a  small  entity  (§  1.27(a))  $385.00 

By  other  than  a  small  entity  $770.00 

(3)  Where  no  international  preliminary  examination  fee  as 
set  forth  in  §  1 .482  has  been  paid  and  no  international  search 
fee  as  set  forth  in  §  1.445(a)(2)  has  been  paid  on  the 
international  application  to  the  United  States  Patent  and 
Trademark  Office: 

By  a  small  entity  (§  1.27(a))  $540.00 

By  other  than  a  small  entity $1,080.00 


By  a  smaU  entity  (§  1.27(a))  $145.00 

By  other  than  a  small  entity  $290.00 


(4) 


*  *  * 


(5)  Where  a  search  report  on  the  international  application 
has  been  prepared  by  the  European  Patent  Office  or  the  Japan 
Patent  Office: 

By  a  small  entity  (§  1.27(a))  $460.00 

By  other  than  a  small  entity $920.00 

(b)  In  addition  to  the  basic  national  fee,  for  filing  or  later 
presentation  of  each  independent  claim  in  excess  of  3: 

By  a  small  entity  (§  1.27(a))  $43.00 

By  other  than  a  small  entity  $86.00 

Hf    *    ^i    3ti    Jti 


(d)  In  addition  to  the  basic  national  fee,  if  the  application 
contains,  or  is  amended  to  contain,  a  multiple  dependent 
claim(s),  per  application: 
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(69)  Payment  of  Patent  Maintenance  Fees 

over  the  Internet 

The  United  States  Patent  and  Trademark  Office  (USPTO) 
now  accepts  maintenance  fee  payments  by  deposit  account 
over  the  Internet.  For  more  than  a  year  the  USPTO  has 
provided  customers  the  capability  to  pay  maintenance  fees  by 
credit  card  or  electronic  funds  transfer  (EFT)  using  the  USPTO 
Internet  website.  Now,  as  a  result  of  recent  enhancements,  the 
USPTO  Internet  website  is  also  capable  of  accepting  mainte- 
nance fee  payments  by  charging  to  a  deposit  account.  Whether 
a  maintenance  fee  is  to  be  paid  by  credit  card,  EFT  or  deposit 
account,  the  USPTO  Internet  website  is  regularly  available 
year-round  to  process  the  payment  at  any  time  of  the  day, 
except  during  regular  scheduled  maintenance  (see  the  website 
for  details). 

The  Internet  payment  vehicle  provides  benefits  to  both  the 
customer  and  the  USPTO.  Compared  to  payments  made 
through  the  mail,  the  Internet  procedure  for  paying  mainte- 
nance fees  is  not  subject  to  any  fee  handling  delays  and  it  offers 
customers  the  advantage  of  fast  and  reliable  payment  confir- 
mation (usually  under  90  seconds)  and  allows  the  USPTO  to 
manage  its  resources  more  effectively. 

The  Internet  procedure  for  paying  maintenance  fees  is 
provided  by  the  USPTO  Office  of  Finance  via  the  "Office  of 
Finance  On-Line  Shopping  Page."  Patentees  and  their  repre- 
sentatives are  encouraged  to  use  this  procedure  whenever  a 
maintenance  fee  payment  is  required.  This  Notice  explains 
how  to  access  the  Internet  payment  procedure  from  the  USPTO 
Internet  web  site  and  encourages  users  to  obtain  a  receipt  upon 
completing  the  Internet  payment  procedure. 

To  access  the  "Office  of  Finance  On-Line  Shopping  Page" 
from  the  USPTO  Internet  web  site  (http://www.uspto.gov). 
click  the  "Check  Status"  button  on  the  web  site.  The  "Check 
Status"  web  page  shall  appear.  Then,  under  the  "Check  status 
of  column,  click  the  "Patent  maintenance  fees"  hyperlink,  and 
the  "On-Line  Shopping"  web  page  shall  appear.  On  the 
"On-Line  Shopping  Page"  a  choice  must  be  made  between 
maintaining  a  deposit  account  and  paying  a  patent  maintenance 
fee.  Chck  on  "Pay  Patent  Maintenance  Fees"  to  begin  the 
Internet  payment  procedure. 

After  entering  the  relevant  "Patent  Number"  and  the  corre- 
sponding "Application  Number"  on  the  initial  web  page  of  the 
Internet  payment  procedure,  another  web  page  shall  appear 
showing  the  relevant  fee  information  as  well  as  a  "Make 
Payment"  button  and  a  box  labeled  "To  view  a  Statement  after 
payment."  Before  clicking  the  "Make  Payment"  button,  the 
box  labeled  "To  view  a  Statement  after  payment"  should  be 
checked  in  order  to  prompt  an  updated  statement  of  mainte- 
nance fees  paid  upon  successful  completion  of  the  payment 
procedure.  You  will  not  be  able  to  ask  for  an  updated  statement 
on  any  of  the  succeeding  web  pages  of  the  Internet  payment 
procedure. 

The  succeeding  web  pages  of  the  Internet  payment  proce- 
dure require  the  user  to  specify  the  form  of  payment  (Le.,  credit 
card,  EFT,  or  deposit  account)  and  to  enter  the  appropriate 
payment  information.  The  final  web  page  of  the  Internet 
payment  procedure,  titled  "Payment  Information  Summary,"  is 
where  maintenance  fee  payment  occurs.  Review  the  payment 
information  appearing  on  this  web  page,  and  if  all  the 
information  is  correct,  click  the  "Continue"  button  to  make 
payment. 

Provided  the  "To  view  a  statement  after  payment"  box  was 
checked  as  recommended  in  the  underlined  section  above,  a 
payment  confirmation  screen  will  automatically  appear  con- 
taining an  updated  maintenance  fee  payment  statement  show- 
ing the  desired  maintenance  fee  payment  has  been  made.  It  is 
suggested  that  you  print  a  copy  of  this  payment  statement  as  a 
receipt  of  maintenance  fee  payment.  The  Office  will  accept  the 
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receipt  as  proof  that  the  payment  shown  thereon  was  timely 
made.  Of  course,  in  order  for  actual  payment  by  credit  card  or 
EFT  to  occur,  your  banking  or  credit  card  institution  must 
transfer  the  money  to  the  Office.  If  the  "To  view  a  statement 
after  payment"  box  was  not  checked  as  recommended  above, 
payment  confirmation  is  simply  in  the  form  of  a  "Transaction 
Successful"  message. 

Any  difficulty  using  the  Internet  payment  procedure  or 
obtaining  a  receipt  of  maintenance  fee  payment  should  be 
brought  to  the  attention  of  the  Patent  Maintenance  Fee  Divi- 
sion by  calling  (703)  308-5068/5069. 

Note:  as  an  alternative  to  the  Internet  payment  procedure, 
particularly  where  a  payment  deadline  is  near,  a  maintenance 
fee  payment  can  be  timely  made  using  the  Certificate  of 
Mailing  procedure  set  forth  at  37  CFR  1.8.  Maintenance  Fee 
payments  should  now  be  mailed  to:  United  States  Patent  and 
Trademark  Office,  PO.  Box  371611,  Pittsburgh  PA  15250- 
1611.  See  37  CFR  1.1(d);  Revision  of  Patent  Fees  for  Fiscal 
Year  2002,  1249  Off.  Gaz.  Pat.  Office  110,  112  (August  28, 
2001). 

Questions  concerning  this  notice  should  be  directed  to 
Gisele  Jones,  Director,  Receipt  Accounting  Division,  Office  of 
Finance,  by  telephone  at  (703)  308-9649,  by  facsimile  at  (703) 
308-6778,  or  by  e-mail  at  Gisele.Jones@uspto.gov. 


December  6,  2001 


MICHELLE  PICARD 

Director,  Office  of  Finance 
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RIN  0651-AB07 

Changes  to  Permit  Payment  of 
Patent  and  'n*ademark  Fees  by  Credit  Card 


AGENCY:  Patent  and  Trademark  Office,  Commerce. 

ACTION:  Final  rule. 

SUMMARY:  The  United  States  Patent  and  Trademark  Office 
(Office)  is  amending  the  rules  of  practice  to  provide  for  the 
payment  of  any  patent  process  or  trademark  process  fee  by 
credit  card.  The  Office  previously  limited  payment  by  credit 
card  to  the  fees  required  for  information  products  or  for  an 
electronic  submission  of  or  in  a  trademark  application.  The 
Office  will  now  accept  payment  of  any  patent  process  fee, 
trademark  process  fee,  or  information  product  fee  by  credit 
card. 

EFFECTIVE  DATES:  The  amendment  to  §  1.21  is  effective 
July  24,  2000.  Section  §  1.23  is  effective  June  5,  2000. 

FOR  FURTHER  INFORMATION  CONTACT: 

Concerning  this  final  rule:  Robert  W.  Bahr,  by  telephone  at 
(703)  308-6906,  or  by  facsimile  to  (703)  308-6916  marked  to 
the  attention  of  Robert  W.  Bahr. 

Concerning  the  payment  of  fees  (by  credit  card  or  other- 
wise) in  general:  Matthew  Lee,  by  telephone  at  (703)  305- 
8051,  by  e-mail  at  matthew.leeuspto.gov,  or  by  facsimile  at 
(703)  305-8007  marked  to  the  attention  of  Matthew  Lee. 

SUPPLEMENTARY  INFORMATION:  It  has  been  the  prac- 
tice of  the  United  States  Patent  and  Trademark  Office  (Office) 
to  accept  payment  of  fees  for  information  products  by  credit 
card,  but  not  to  accept  patent  process  fees  or  trademark  process 
fees  by  credit  card.  The  Office  recently  revised  37  CFR  §  1.23 
to  expressly  permit  payment  of  fees  by  credit  card  "in  an 
electronically  filed  trademark  application  or  electronic  submis- 
sion in  a  trademark  application."  See  Trademark  Law  Treaty 
Implementation  Act  Changes,  Final  Rule,  64  FR  48989,  48917 
(September  8,  1999),  1226  Off.  Gaz.  Pat.  Office  103,  120 
(September  23,  1999)  (TLTIA  Final  Rule).  As  explained  in  the 
TLTIA  Final  Rule: 

Section  §  1.23  is  also  amended  to  add  a  paragraph  (b), 
providing  that  payments  of  money  for  fees  in  electronically 
filed  trademark  applications,   or  electronic   submissions   in 


trademark  applications,  may  also  be  made  by  credit  card.  The 
Office  previously  limited  fee  payment  by  credit  card  to  the  fees 
required  for  information  products,  and  will  continue  to  accept 
payment  of  information  product  fees  by  credit  card. 

Section  §  1.23(b)  will  also  provide  that  payment  of  a  fee  by 
credit  card  must  specify  the  amount  to  be  charged  and  such 
other  information  as  is  necessary  to  process  the  charge,  and  is 
subject  to  collection  of  the  fee. 

Section  §  1 .23(b)  will  further  provide  that  the  Office  will  not 
accept  a  general  authorization  to  charge  fees  to  a  credit  card. 
The  Office  cannot  accept  an  authorization  to  charge  "all 
required  fees"  or  "the  filing  fee"  to  a  credit  card,  because  the 
Office  cannot  determine  with  certainty  the  amount  of  an 
unspecified  fee  (the  amount  of  the  "required  fee"  or  the 
applicable  "filing  fee")  within  the  time  frame  for  reporting  a 
charge  to  the  credit  card  company.  Also,  the  Office  cannot 
accept  charges  to  credit  cards  that  require  the  use  of  a  personal 
identification  number  (PIN)  (e.g.,  certain  debit  cards  or  check 
cards). 

Section  §  1.23(b)  also  contains  a  warning  that  if  credit  card 
information  is  provided  on  a  form  or  document  other  than  a 
form  provided  by  the  Office  for  the  payment  of  fees  by  credit 
card,  the  Office  will  not  be  liable  if  the  credit  card  number  is 
made  public.  The  Office  currently  provides  an  electronic  form 
for  use  when  paying  a  fee  in  an  electronically  filed  trademark 
application  or  electronic  submission  in  a  trademark  applica- 
tion. This  form  will  not  be  included  in  the  records  open  to 
public  inspection  in  the  file  of  a  trademark  matter.  However, 
the  inclusion  of  credit  card  information  on  forms  or  documents 
other  than  the  electronic  form  provided  by  the  Office  may 
result  in  the  release  of  credit  card  information. 

See  Trademark  Law  Treaty  Implementation  Act  Changes,  64 
FR  at  48906-07  (September  8,  1999),  1226  Off.  Gaz.  Pat. 
Office  at  110. 

The  Office  is  now  amending  the  rules  of  practice  to  permit 
payment  of  any  patent  process  fee,  trademark  process  fee,  or 
information  product  fee  by  credit  card,  subject  to  actual 
collection  of  the  fee.  The  Office  will  provide  a  Credit  Card 
Payment  Form  (PTO-2038)  for  use  when  paying  a  patent 
process  or  trademark  process  fee  (or  the  fee  for  an  information 
product)  by  credit  card.  The  Office  will  not  require  customers 
to  use  this  form  when  paying  a  patent  process  or  trademark 
process  fee  by  credit  card.  If,  however,  a  customer  provides  a 
credit  card  charge  authorization  in  another  form  or  document 
(e.g.,  a  communication  relating  to  the  patent  or  trademark),  the 
credit  card  information  may  become  part  of  the  record  of  an 
Office  file  that  is  open  to  public  inspection.  Information 
concerning  fees  in  general  is  posted  on  the  Office's  Web  site  at 
http://www.uspto.gov,  and  information  on  completing  the 
Credit  Card  Payment  Form  will  be  posted  on  the  Office's  Web 
site. 

The  Office  will  not  include  the  Credit  Card  Payment  Form 
(PTO-2038)  among  the  records  open  to  public  inspection  in  the 
file  of  a  patent,  trademark  registration,  or  other  proceeding. 
The  Credit  Card  Payment  Form  (PTO-2038)  is  the  only  form 
the  Office  uses  to  collect  credit  card  information  during  a 
patent,  trademark,  or  other  proceeding.  The  Credit  Card 
Payment  Form  (PTO-2038)  is  the  only  form  the  Office  will  not 
make  available  to  the  public  as  part  of  the  file  of  a  patent, 
trademark,  or  other  proceeding.  As  discussed  above,  failure  to 
use  the  Credit  Card  Payment  Form  (PTO-2038)  when  submit- 
ting a  credit  card  payment  may  result  in  your  credit  card 
information  becoming  part  of  the  record  of  an  Office  file  that 
is  open  to  public  inspection.  If  the  cardholder  includes  a  credit 
card  number  on  any  form  or  document  other  than  the  Credit 
Card  Payment  Form,  the  Office  will  not  be  liable  in  the  event 
that  the  credit  card  number  becomes  public  knowledge. 

35  U.S.C.  §  42(d)  and  §  1.26  (which  concern  refund  of 
patent  and  trademark  fees)  also  apply  to  requests  for  refund  of 
fees  paid  by  credit  card.  Any  refund  of  a  fee  paid  by  credit  card 
will  be  by  a  credit  to  the  credit  card  account  to  which  the  fee 
was  charged.  The  Office  will  not  refund  a  fee  paid  by  credit 
card  by  Treasury  check,  electronic  funds  transfer,  or  credit  to  a 
deposit  account  (  §  1.25). 

Finally,  any  payment  of  a  patent  process  or  trademark 
process  fee  by  credit  card  must  be  in  writing  (see  §  1.2), 
preferably  on  the  Credit  Card  Payment  Form  (PTO-2038).  If  a 
Credit  Card  Payment  Form  or  other  document  authorizing  the 
Office  to  charge  a  patent  process  or  trademark  process  fee  to  a 
credit  card  does  not  contain  the  information  necessary  to 
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charge  the  fee  to  the  credit  card,  the  customer  must  submit  a 
revised  Credit  Card  Payment  Form  or  document  containing  the 
necessary  information.  Office  employees  will  not  accept  oral 
(telephonic)  instructions  to  complete  the  Credit  Card  Payment 
Form  or  otherwise  charge  a  patent  process  or  trademark 
process  fee  (as  opposed  to  information  product  or  service  fees) 
to  a  credit  card. 

Discussion  of  SpeciJBc  Rules 

Title  37  of  the  Code  of  Federal  Regulations,  Part  1,  is 
amended  as  follows: 

Section  §  1.21:  Section  §  1.21(m)  is  amended  to  make  the 
$50.00  fee  for  processing  a  check  returned  "unpaid' '  by  a  bank 
applicable  to  any  payment  refused  or  charged  back  by  a 
financial  institution.  The  burden  of  processing  any  payment 
refused  or  credit  card  transaction  charged  back  by  a  financial 
institution  is  the  same  as  the  burden  of  processing  a  check 
returned  "unpaid"  by  a  bank.  The  phrase  "payment  refused  * 
*  *  by  a  financial  institution"  includes  a  check  returned 
"unpaid"  by  a  bank  but  also  applies  to  the  refusal  by  a 
financial  institution  of  a  payment  by  other  means. 

Section  §  1.23:  Section  §  1.23(a)  is  amended  to  add  the 
phrase  "national  bank  notes"  in  the  first  sentence.  This  phrase 
was  inadvertently  deleted  in  the  TLTIA  Final  Rule. 

Section  §  1.23(b)  is  amended  by  revising  the  first  sentence 
to  eliminate  the  restriction  that  the  payment  of  money  required 
for  United  States  Patent  and  Trademark  Office  fees  by  credit- 
card  be  limited  to  fees  "in  an  electronically  filed  trademark 
application  or  electronic  submission  in  a  trademark  applica- 
tion." 

Response  to  Comments 

The  Office  published  a  notice  (Notice  of  Proposed  Rulemak- 
ing) proposing  changes  to  the  rules  of  practice  to  implement 
payment  of  patent  and  trademark  fees  by  credit  card.  See 
Changes  to  Permit  Payment  of  Patent  and  Trademark  Office 
Fees  by  Credit  Card,  Notice  of  Proposed  Rulemaking,  64  FR 
59701  (November  3,  1999),  1228  Off.  Gaz.  Pat.  Office  163 
(November  23,  1999).  The  Office  received  fifteen  written 
comments  in  response  to  the  Notice  of  Proposed  Rulemaking. 
Most  of  the  comments  supported  changing  the  rules  of  practice 
to  permit  payment  of  all  patent  and  trademark  fees  by  credit 
card.  Other  comments  and  the  Office's  responses  to  the 
comments  follow. 

Comment  (1):  One  comment  suggested  that  the  Office 
revise  §  1.23  to  permit  customers  to  designate  their  deposit 
account  as  overdraft  protection  for  check  and  credit  card 
payments.  The  comment  further  suggested  that  the  charge  in  § 
1.21(m)  should  be  less  for  those  customers  designating  their 
deposit  account  as  overdraft  protection  for  check  and  credit 
card  payments. 

Response:  Section  §  1.25  currently  permits  customers  to 
provide  a  general  authorization  to  charge  fees  to  a  deposit 
account.  Therefore,  no  change  to  §  1.23  is  necessary  to  permit 
customers  to  authorize  the  charging  of  any  fee  deficiency  (e.g., 
due  to  a  returned  check  or  refused  charge)  to  a  deposit  account. 
Since  the  Office's  cost  of  processing  the  returned  check  (or 
refused  charge)  is  not  decreased  because  a  customer  has 
authorized  the  charging  of  the  fee  deficiency  resulting  from  the 
returned  check  or  refused  charge  to  a  deposit  account,  the 
Office  is  not  providing  a  lower  fee  for  processing  a  returned 
check  or  refused  charge  in  such  a  situation.  Nevertheless, 
customers  may  still  wish  to  provide  an  authorization  to  charge 
fee  deficiencies  (e.g.,  due  to  a  returned  check  or  refused 
charge)  to  a  deposit  account  to  avoid  the  adverse  results  of 
non-payment  of  a  fee  (e.g.,  loss  of  a  filing  date  in  a  trademark 
application  or  abandorunent  of  a  patent  or  trademark  applica- 
tion). 

Comment  (2):  One  comment  suggested  that  the  Office 
permit  use  of  direct  bank  debit  cards. 

Response:  The  Office  currently  does  not  accept  payment  by 
bank  debit  cards,  since  these  cards  usually  require  the  use  of  a 
personal  identification  number  (or  PIN).  The  Office  will  add 


other  methods  of  payment  (including  bank  debit  cards)  as  soon 
as  the  systems  and  procedures  for  implementing  them  have 
been  developed. 

Comment  (3):  Another  comment  suggested  that  the  Office 
permit  the  use  of  a  "re-chargeable"  credit  card  (i.e.,  a  card 
having  a  pre-applied  balance  against  which  charges  may  be 
made). 

Response:  A  "re-chargeable"  credit  card  program  would 
operate  in  a  manner  similar  to  the  existing  deposit  account 
program.  Thus,  a  "re-chargeable"  credit  card  program  in 
addition  to  the  current  deposit  account  program  does  not  have 
sufficient  benefit  to  justify  the  administrative  burden  of  main- 
taining these  two  duplicative  programs. 

Comment  (4):  Several  comments  suggested  that  the  Office 
permit  use  of  an  AMERICAN  EXPRESS  card  because  it  has 
no  upper  hmit.  Another  comment  suggested  that  the  Office 
permit  use  of  all  major  credit  cards,  including  AMERICAN 
EXPRESS  cards  and  DINER'S  CLUB  cards.  Another  com- 
ment suggested  that  if  the  Office  intends  to  accept  AMERI- 
CAN EXPRESS  cards,  the  language  of  §  1.23  must  be  changed 
since  AMERICAN  EXPRESS  does  not  consider  its  card  to  be 
a  credit  card. 

Response:  The  Office  desires  to  maximize  convenience  to 
its  customers  and  is  committed  to  adding  additional  credit 
cards  and  other  methods  of  payments  as  soon  as  the  systems 
and  procedures  for  implementing  them  have  been  developed. 
In  the  meantime,  the  Office  currently  accepts  charges  to  the 
following  credit  cards:  AMERICAN  EXPRESS,  DISCOVER, 
MASTER  CARD,  and  VISA.  The  Office  considers  each  of 
these  cards  to  be  a  "credit  card"  within  the  meaning  of  §  1.23. 

Comment  (5):  One  comment  suggested  that  the  Office 
should  retain  the  Credit  Card  Form  (PTO-2038)  in  the  file  of 
the  patent  or  trademark  proceeding  (simply  redacting  the  credit 
card  number)  so  that  third  parties  may  determine  whether  the 
proper  fee  was  actually  authorized  and  paid. 

Response:  The  Office  file  of  a  patent  or  trademark  proceed- 
ing in  which  a  fee  was  paid  by  credit  card  will  contain  a 
printout  from  the  Office's  Revenue  Accounting  and  Manage- 
ment (RAM)  system  of  the  fee  authorized  and  paid.  When  a  fee 
is  paid  by  check  in  a  patent  or  trademark  proceeding,  the  Office 
file  includes  only  a  printout  from  the  RAM  system  of  the  fee 
paid  and  an  indication  that  it  was  paid  by  check.  A  copy  of  the 
check  used  to  pay  the  fee  is  not  retained  in  the  file  for  review 
by  third  parties.  There  is  no  need  to  have  a  different  practice  for 
credit  card  payments. 

Comment  (6):  One  comment  suggested  that  the  proposed 
change  to  permit  patent  and  trademark  payments  by  credit  card 
is  an  excellent  idea,  especially  if  the  Office  permits  the  Credit 
Card  Form  (PTO-2038)  to  be  submitted  by  facsimile. 

Response:  Credit  card  payments  by  facsimile  will  be 
permitted  except  in  situations  in  which  facsimile  submission  of 
correspondence  is  not  permitted  in  §  1.6(d).  Customers  will  be 
responsible  for  transmitting  the  credit  card  form  to  the  correct 
organization  within  the  Office  by  use  of  the  correct  facsimile 
number. 

Comment  (7):  One  comment  suggested  that  the  Office 
should  permit  a  general  authorization  to  charge  fees  to  a  credit 
card,  rather  than  requiring  customers  to  specify  an  exact 
amount.  Another  comment  suggested  that  the  Office  permit 
customers  to  specify  a  charge  amount  of  "up  to  and  including 
XX"  (the  top  estimated  fee  due). 

Response:  The  Office  currently  does  not  have  systems  and 
procedures  in  place  to  accept  authorization  to  charge  an 
unspecified  amount  to  a  credit  card.  However,  the  Office 
desires  to  maximize  convenience  to  its  customers  and  is 
looking  into  ways  for  customers  to  pay  by  credit  card  without 
specifying  the  exact  dollar  amount. 

Comment  (8):  One  comment  suggested  that  if  a  customer 
uses  his  or  her  own  form  containing  the  same  information  as 
the  Credit  Card  Form  (PTO-2038),  the  Office  should  accept 
and  treat  such  information  with  the  same  liability  as  with  the 
Credit  Card  Form  (PTO-2038). 
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Response:  When  a  customer  uses  his  or  her  own  form 
containing  the  same  information  as  the  Credit  Card  Form 
(PTO-2038)  in  a  patent  or  trademark  proceeding,  the  OflSce 
will  attempt  to  redact  the  credit  card  number  (except  for  the 
last  four  digits)  from  the  form  before  it  is  placed  in  the  file  of 
the  patent  or  trademark  proceeding.  Nevertheless,  the  Office 
strongly  encourages  customers  to  use  the  Office's  Credit  Card 
Form  (PTO-2038)  when  paying  fees  by  credit  card.  The  Office 
will  not  accept  liability  for  release  of  credit  card  information 
when  a  customer  chooses  to  use  his  or  her  own  form  rather 
than  the  Office's  Credit  Card  Form  (PTO-2038). 

Comment  (9):  One  comment  suggested  that  the  Office 
could  avoid  including  credit  card  information  in  a  file  open  to 
public  inspection  (as  an  alternative  to  the  Credit  Card  Form 
(PTO-2038))  by  assigning  a  number  or  other  identifier  to  a 
credit  card  and  permitting  the  customer/cardholder  to  charge 
fees  to  that  credit  card  by  reference  to  the  pre-assigned  number 
or  identifier. 

Response:  The  Office  currently  does  not  store  credit  card 
information  within  any  financial  systems  or  databases  for 
access  by  fee-processing  personnel.  The  Office  desires  to 
maximize  convenience  to  its  customers  and  is  looking  into 
ways  to  assign  and  maintain  numbers  or  identifiers  for  each 
credit  card  number.  The  Office  will  implement  such  a  practice 
as  soon  as  the  necessary  systems  and  procedures  have  been 
developed. 

Comment  (10):  One  comment  suggested  that  the  fees 
charged  by  credit  card  institutions  for  use  of  a  credit  card 
should  be  borne  solely  by  customers  who  pay  fees  by  credit 
card.  The  comment  specifically  suggested  that  the  Office 
impose  a  surcharge  in  excess  of  the  given  patent  or  trademark 
fee  on  all  credit  card  payments. 

Response:  Merchant  fees  charged  for  credit  card  transac- 
tions are  paid  by  the  Department  of  the  Treasury.  Processing 
credit  card  transactions  results  in  lower  costs  to  the  Federal 
Government  when  compared  to  processing  payments  made  by 
checks.  Therefore,  there  is  no  need  to  impose  a  surcharge  for 
credit  card  transactions. 

Comment  (11):  One  comment  suggested  that  the  Office 
does  not  always  properly  expunge  information  that  should  not 
be  part  of  a  record  open  to  public  inspection,  so  the  Office 
should  inform  the  pubhc  of  its  expected  compliance  rate  in 
another  notice  of  proposed  rulemaking  before  adopting  a  final 
rule  change.  AUematively,  the  comment  suggests  that  the 
Office  should  accept  liability  for  any  erroneous  disclosure  of 
credit  card  information  included  on  the  Credit  Card  Form 
(PTO-2038). 

Response:  In  view  of  the  overwhelming  support  for  the 
proposed  change  to  permit  payment  of  patent  and  trademark 
fees  by  credit  card  (and  for  the  prompt  adoption  of  such 
change),  the  Office  considers  it  to  be  contrary  to  the  public 
interest  to  delay  the  adoption  of  this  final  rule.  The  incidental 
situations  in  which  confidential  information  was  inadvertently 
released  to  the  public  do  not  warrant  delay  particularly  since 
use  of  a  credit  card  is  optional. 

Classification  Administrative  Procedure  Act 

Pursuant  to  the  authority  at  5  U.S.C.  553(d)(1),  the  amend- 
ment to  §  1.23  is  excepted  from  the  thirty-day  advance 
publication  requirement  of  5  U.S.C.  553(d)  because  it  relieves 
a  restriction. 

Regulatory  Flexibility  Act 

The  Chief  Counsel  for  Regulation  of  the  Department  of 
Commerce  has  certified  to  the  Chief  Counsel  for  Advocacy, 
Small  Business  Administration,  that  the  changes  in  this  final 
rule  will  not  have  a  significant  impact  on  a  substantial  number 
of  small  entities  (Regulatory  Flexibihty  Act,  5  U.S.C.  605(b)). 
The  Office  did  not  previously  permit  patent  or  trademark  fees 
(except  in  an  electronically  filed  trademark  application  or 
electronic  submission  in  a  trademark  application)  to  be  paid  by 
credit  card.  The  changes  in  this  final  rule  will  permit  small 
entities  as  well  as  non-small  entities  the  option  of  paying  any 
patent  or  trademark  fee  by  credit  card.  Small  entities  as  well  as 
non-small  entities  will  continue  to  have  the  option  of  paying 
any  patent  or  trademark  fee  by  check,  treasury  note,  national 
bank  note,  money  order,  or  charge  to  a  deposit  account.  Based 
upon  the  number  of  small  entities  who  pay  fees  to  the  Office 
each  year  and  the  percentage  of  fee  payments  that  are  by  credit 


card  (where  currently  permitted),  the  Office  expects  16,0(X) 
small  entities  to  pay  a  patent  or  trademark  fee  by  credit  card 
each  year.  Thus,  the  changes  in  this  final  rule  will  not  have  a 
significant  economic  impact  on  any  business. 

Executive  Order  13132 

This  rulemaking  does  not  contain  policies  with  federalism 
implications  sufficient  to  warrant  preparation  of  a  Federalism 
Assessment  under  Executive  Order  13132  (August  4,  1999). 

Executive  Order  12866 

This  rulemaking  has  been  determined  to  be  not  significant 
for  purposes  of  Executive  Order  12866  (September  30,  1993). 

Paperwork  Reduction  Act 

This  final  rule  involves  information  collection  requirements 
which  are  subject  to  review  by  the  Office  of  Management  and 
Budget  (OMB)  under  the  Paperwork  Reduction  Act  of  1995 
(44  U.S.C.  3501  et  seq.).  As  required  by  the  Paperwork 
Reduction  Act  of  1995  (44  U.S.C.  3507(d)),  the  Office  has 
submitted  an  information  collection  package  to  OMB  for  its 
review  and  approval.  The  title,  description,  and  respondent 
description  for  this  information  collection  is  shown  below  with 
an  estimate  of  the  annual  reporting  burdens.  Included  in  the 
estimate  is  the  time  for  reviewing  instructions,  searching 
existing  data  sources,  gathering  and  maintaining  the  data 
needed,  and  completing  and  reviewing  the  collection  of  infor- 
mation. 

OMB  Number:  0651-0043. 

Title:  United  States  Patent  and  Trademark  Office  Fees. 

Form  Number:  PTO-2038. 

Type  of  Review:  Approved  through  January  of  2003. 

Affected  Public:  Individuals  or  households,  businesses  or 
other-for-profit,  not-for-profit  institutions,  farms,  state,  local  or 
tribalgovemments,  and  the  Federal  Government. 

Estimated  Number  of  Respondents:  100,000  responses  per 
year. 

Estimated  Time  Per  Response:  12  minutes. 

Estimated  Total  Annual  Respondent  Burden  Hours:  20,000 
hours  per  year. 

Needs  and  Uses:  Persons  submitting  fees  to  the  Office  need 
to  provide  information  concerning  the  purpose  for  the  fee  so 
that  the  Office  is  able  to:  (1)  apply  the  fee  to  the  particular 
application,  patent,  trademark  registration,  or  other  proceed- 
ing, service  or  product;  and  (2)  determine  whether  the  person 
has  submitted  the  fee(s)  required  by  law  or  regulation.  The 
Credit  Card  Form  provides  the  pubhc  with  a  convenient 
manner  of  paying  a  patent  application  or  service  fee,  trademark 
application  or  service  fee,  or  information  product  fee  by  credit 
card. 

Interested  persons  are  requested  to  send  comments  regard- 
ing the  burden  estimate  or  any  other  aspects  of  the  information 
requirements,  including  suggestions  for  reducing  the  burden, 
to  Robert  J.  Spar,  Director,  (Dffice  of  Patent  Legal  Administra- 
tion, United  States  Patent  and  Trademark  Office,  Washington, 
D.C.  20231,  or  to  the  Office  of  Information  and  Regulatory 
Affairs  of  OMB,  New  Executive  Office  Building,  725  17th 
Street,  N.W.,  Room  10235,  Washington,  D.C.  20503,  Atten- 
tion: Desk  Officer  for  the  United  States  Patent  and  Trademark 
Office. 

Notwithstanding  any  other  provision  of  law,  no  person  is 
required  to  respond  to  nor  shall  a  person  be  subject  to  a  penalty 
for  failure  to  comply  with  a  collection  of  information  subject  to 
the  requirements  of  the  Paperwork  Reduction  Act  unless  that 
collection  of  information  displays  a  currently  valid  OMB 
control  number. 

List  of  Subjects  in  37  CFR  Part  1 

Administrative  practice  and  procedure.  Courts,  Freedom  of 
Information,  Inventions  and  patents.  Reporting  and  record- 
keeping requirements.  Small  businesses.  For  the  reasons  set 
forth  in  the  preamble,  37  CFR  Part  1  is  amended  as  follows: 

PART  1 -RULES  OF  PRACTICE  IN  PATENT  CASES 

1.  The  authority  citation  for  37  CFR  Part  1  is  revised  to  read 
as  follows: 

Authority:  35  U.S.C.  2(b)(2). 
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2.  Section  §  1.21  is  amended  by  revising  paragraph  (m)  to 
read  as  follows: 

§  1.21  Miscellaneous  fees  and  charges. 

***** 

(m)  For  processing  each  payment  refused  (including  a  check 
returned  "unpaid")  or  charged  back  by  a  financial 
institution  $50.00. 

3.  Section  §  1.23  is  revised  to  read  as  follows: 

§  1.23  Methods  of  payment. 

(a)  All  payments  of  money  required  for  United  States  Patent 
and  Trademark  Office  fees,  including  fees  for  the  processing  of 
international  applications  (  1.445),  shall  be  made  in  U.S. 
dollars  and  in  the  form  of  a  cashier's  or  certified  check, 
Treasury  note,  national  bank  notes,  or  United  States  Postal 
Service  money  order.  If  sent  in  any  other  form,  the  Office  may 
delay  or  cancel  the  credit  until  collection  is  made.  Checks  and 
money  orders  must  be  made  payable  to  the  Director  of  the 
United  States  Patent  and  Trademark  Office.  (Checks  made 
payable  to  the  Commissioner  of  Patents  and  Trademarks  will 
continue  to  be  accepted.)  Payments  from  foreign  countries 
must  be  payable  and  immediately  negotiable  in  the  United 
States  for  the  full  amount  of  the  fee  required.  Money  sent  to  the 
Office  by  mail  will  be  at  the  risk  of  the  sender,  and  letters 
containing  money  should  be  registered  with  the  United  States 
Postal  Service. 

(b)  Payments  of  money  required  for  United  States  Patent 
and  Trademark  Office  fees  may  also  be  made  by  credit  card. 
Payment  of  a  fee  by  credit  card  must  specify  the  amount  to  be 
charged  to  the  credit  card  and  such  other  information  as  is 
necessary  to  process  the  charge,  and  is  subject  to  collection  of 
the  fee.  The  Office  will  not  accept  a  general  authorization  to 
charge  fees  to  a  credit  card.  If  credit  card  information  is 
provided  on  a  form  or  document  other  than  a  form  provided  by 
the  Office  for  the  payment  of  fees  by  credit  card,  the  Office  will 
not  be  hable  if  the  credit  card  number  becomes  public 
knowledge. 
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Q.  TODD  DICKINSON 

Under  Secretary  of  Commerce  for 

Intellectual  Property  and  Director  of 

the  United  States  Patent 
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Fees  for  Patent  and  Trademark  Copies 


The  U.S.  Patent  and  Trademark  Office  (PTO)  is  clarifying 
the  fee  structure  for  patent  and  trademark  copies.  The  term 
"regular  service"  is  clarified  in  view  of  the  availability  of 
automated  image  stores  for  patent  copies  and  new  automated 
system  capabilities  to  deliver  patent  copies  electronically. 
Full-page  images  of  trademark  registrations  are  not  yet  avail- 
able for  similar  delivery  of  trademark  copies. 

The  $3.00  fee  for  "regular  service"  applies  to  each  copy  of 
a  black  and  white  patent  without  color:  (1)  prepared  by  the 
PTO  within  2-3  business  days  of  receipt  and  returned  to  the 
customer  by  first  class  United  States  Postal  Service  delivery; 

(2)  prepared  by  the  PTO  within  1  business  day  of  receipt  and 
returned  to  the  customer  by  fax  or  other  electronic  means;  and 

(3)  prepared  by  the  PTO  within  2-3  business  days  of  receipt 
and  returned  to  the  customer  by  PTO  Box  dehvery  to  the 
Public  Service  Facility  (PSF)  or  the  Trademark  Service  Win- 
dow (TMSW). 

"Regular  service"  does  not  apply  to  delivery  of  patent  copies 
to  PTO  Public  Service  Facility  Boxes  within  1  business  day  of 
receipt.  The  fee  for  this  service  remains  unchanged  at  $6.00. 

Fees  for  next  business  day  delivery  of  patent  copies  via 
commercial  delivery  service  are  also  clarified.  For  U.S./ 
Canada/ZMexico  addresses,  the  fee  will  be  $19.00  for  dehvery 
and  $6.(X)  for  each  patent  copy  ordered.  For  international 
addresses,  the  fee  will  be  $25.00  for  delivery  and  $6.00  for 
each  patent  copy  ordered. 


The  $3.00  fee  for  "regular  service"  applies  to  each  trade- 
mark copy  prepared  by  the  PTO  within  2-3  business  days  of 
receipt  and  returned  to  the  customer:  (1)  by  first  class  United 
States  Postal  Service  delivery;  (2)  by  fax  delivery;  and  (3)  by 
PTO  Box  delivery  to  PSF  or  TMSW. 

"Regular  service"  does  not  apply  to  trademark  copies 
processed  and  delivered  within  1  business  day  of  receipt:  (1) 
by  fax;  or  (2)  by  PTO  Box  delivery.  The  fee  for  these  services 
remains  unchanged  at  $6.00. 

Fees  for  next  business  day  dehvery  of  trademark  copies  via 
commercial  delivery  service  are  also  clarified.  For  U.S./ 
Canada/Mexico  addresses,  the  fee  will  be  $19.00  for  delivery 
and  $6.00  for  each  trademark  copy.  For  international  ad- 
dresses, the  fee  will  be  $25.00  for  delivery  and  $6.00  for  each 
trademark  copy. 

Since  one  day  delivery  of  patent  copies  by  fax  is  now 
encompassed  in  "regular  service,"  overnight  fax  delivery 
service  for  patent  copies.  Fee  Code  563,  "Printed  copy  of 
patent  w/o  color,  ordered  via  expedited  mail  or  fax,  exp. 
service^  will  no  longer  be  offered.  Due  to  the  limited  demand 
and  lack  of  image  stores,  3-hour  fax  delivery  service  for 
trademark  registrations  also  will  no  longer  be  offered. 


PATENT  COPIES 
(without  Color) 

1"^  Class  USPS  Delivery 

All  Customer  Locations 

Patent  copies  processed  within  2- 

3  business  days  of  receipt 
Fax  or  Internet  Delivery 

All  Customer  Locations 
Patent  copies  processed  and 
delivered  within  1 
business  day  of  receipt 

PTO  Box  Delivery 

PSF/TMSW  Customers  Only 
Patent  copies  processed  and 
delivered  within  2-3 
business  days  of  receipt 
Patent  copies  processed  and 
delivered  within  1 
business  day  of  receipt 

Overnight  Delivery  Service 

U.S. /Canada/Mexico  Customers 
Patent  copies  processed  within  1 
business  day  of  receipt  and 
returned  next  business  day  via 
commercial  delivery  service 
Fee  for  commercial  delivery 


Fee 


$3.00 


$3.00 


Fee 

Code 


561 


561 


$3.00 
$6.00 


561 
562 


service  per  order 

$19.00 

585 

Fee  for  each  patent  copy  within 
an  order 

$6.00 

562 

International  Customers 

Patent  copies  processed  within  1 
business  day  of  receipt  and 
returned  next  business  day  via 
commercial  dehvery  service 
Fee  for  commercial  delivery 
service  per  order 

$25.00 

585 

Fee  for  each  patent  copy  within 
an  order 

$6.00 

562 

PATENT  COPIES  (with  Color) 

1st  Class  USPS  Delivery 

All  Customer  Locations 
Plant  Patent  copies,  in  color, 

processed  within  2-3 

business  days  of  receipt 
Utility  Patent  or  SIR  copies,  with 

color  drawings,  processed  within 

2-4  business  days  of  receipt 

TRADEMARK  COPIES 

1st  Class  USPS  Delivery 

All  Customer  Locations 


$15.00 

$25.00 


564 
565 
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Trademark  copies  processed 

within  2-3  business  days  of  receipt  $3.00  461 

Fax  Delivery 

U.S/Canada/Mexico  Customers 

Trademark  copies  processed  and  $3.00  461 

delivered  within  2-3  business  days  of 

receipt 
Trademark  copies  processed  and  $6.00  462 

delivered  within  1  business  day  of 

receipt 

International  Customers 

Trademark  copies  processed  and  $25.00  463 

delivered  within  1  business  day  of 
receipt 

PTO  Box  Delivery 

PSF/TMSW  Customers  Only 

Trademark  copies  processed  and  $3.00  461 

delivered  within  2-3  business  days  of 

receipt 
Trademark  copies  processed  and  $6.00  462 

delivered  within  1  business  day  of 

receipt 

Overnight  Delivery  Service 

U.S. /Canada/Mexico  Customers 
Trademark  copies  processed 

within  1  business  day  of  receipt 

and  returned  next  business  day  via 

commercial  delivery  service 
Fee  for  commercial  delivery  service  $19.00  485 

per  order 

Fee  for  each  trademark  copy  $6.00  462 

within  an  order 

International  Customers 
Trademark  copies  processed 

within  1  business  day  of  receipt 

and  returned  next  business  day  via 

commercial  delivery  service 
Fee  for  commercial  delivery  service 

per  order  $25.00  485 

Fee  for  each  trademark  copy  within  $6.00  462 

an  order 


October  18,  1999 


Q.  TODD  DICKINSON 

Acting  Assistant  Secretary 

of  Commerce  and  Acting 

Commissioner  of  Patents 

and  Trademarks 
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Automatic  Refund  of  Overpayments  of  $25 
or  Less  for  a  Limited  Period 


The  President  signed  into  law  the  United  States  Patent  and 
Trademark  Ofl&ce  Reauthorization  Act,  Fiscal  Year  1999  (H.R. 
3723,  Pub.  L.  105-358)  on  November  10,  1998.  It  provides  for 
new  fee  amounts  under  35  U.S.C.  41  (a)  and  (b).  The  PTO 
published  a  final  rule  in  the  Federal  Register  on  December  8, 
1998  at  63  Fed.  Reg.  67578  and  in  the  Official  Gazette  on 
December  29,  1998  at  1217  0/  Gaz.  Pat.  Office  148  amending 
the  rules  of  practice  in  patent  cases  to  indicate  the  new  patent 
the  amounts.  These  fee  provisions  were  effective  as  of  Novem- 
ber 10,  1998,  except  for  the  fee  amounts  in  37  CFR  1.17(r)  and 
(s),  and  1.21  (a)(6)(ii),  which  were  effective  on  December  8, 
1998. 

Pub.  L.  105-358  was  enacted  without  much  advance  warn- 
ing and  many  customers,  not  yet  aware  of  the  changes  in  the 
fee  amounts,  have  overpaid.  Many  of  the  fee  reductions  made 
by  Pub.  L.  105-358  are  $25  or  less.  Normally,  because  of  the 
costs  associated  with  processing  refunds,  the  PTO  refunds  the 
overpayments  of  $25  or  less  only  upon  request.  The  PTO, 
however,  will  waive  the  requirement  of  37  CFR  1.26(a)  and 
automatically  refund  all  overpayments  of  $25  or  less  paid 
during  the  period  from  November  10,  1998  through  Janu- 
ary 10,  1999. 


If  you  have  any  questions  about  the  new  patent  fees,  please 
contact  the  Patent  Assistance  Center  at  (703)  308-4357  or 
(800)  PTO-9199. 


Jan.  4,  1999 


Q.  TODD  DICKINSON 

Deputy  Assistant  Secretary  of 

Commerce  and  Deputy  Commissioner 

of  Patents  and  Trademarks 
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Unpaid  Fee  Checks 


Beginning  Dec.  1,  1987,  the  Office  will  change  the  proce- 
dure for  handling  fee  checks  of  attorneys  and  agents  that  are 
returned  to  the  Office  unpaid.  Presently,  when  a  check  submit- 
ted as  payment  for  an  application,  a  processing,  an  issue  or  any 
other  fee  is  returned  to  the  Office  unpaid,  the  Office  of  Finance 
sends  a  letter  to  the  attorney  or  agent  who  represents  the 
appUcant,  or  to  the  applicant  if  unrepresented  by  an  attorney  or 
agent,  enclosing  the  check  and  calling  attention  to  the  fact  that 
the  check  was  returned  unpaid.  Beginning  Dec.  1,  1987,  the 
Office  of  Finance  will  send  a  copy  of  its  letter  to  the  applicant 
if  the  letter  is  addressed  to  an  attorney  or  agent.  The  prohibi- 
tion of  37  CFR  §§  1.33  and  2.18  against  double  correspon- 
dence is  waived  in  view  of  the  submission  of  a  check  that  is 
returned  unpaid  to  the  Office. 

A  registered  patent  attorney  or  agent  who  repeatedly  submits 
checks  that  are  returned  unpaid  through  no  fault  of  the  bank 
may  expect  to  have  the  matter  referred  to  the  Office  of 
Enrollment  and  Discipline. 


Oct.  5,  1987 


DONALD  W.  PETERSON 
Deputy  Commissioner 


(74) 
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Deposit  Account  Authorizations 


The  rules  of  practice  were  amended  effective  Oct.  1,  1982, 
at  37  CFR  1.25(b)  to  state  that:  "A  general  authorization  to 
charge  all  fees,  or  only  certain  fees,  set  forth  in  §§  1.16  to  1.18 
to  a  deposit  account  may  be  filed  in  an  individual  application, 
either  for  the  entire  pendency  of  the  application  or  with  respect 
to  a  particular  paper  filed."  A  general  authorization  would  not 
apply  to  document  supply  fees  under  §  1.19,  such  as  those 
required  for  certified  copies;  to  post-issuance  fees  under  §  1.20 
such  as  those  required  for  maintenance  fees;  or  to  miscella- 
neous fees  and  charges  under  §  1.21,  such  as  assignment 
recording  fees. 

Many  applications  filed  prior  to  Oct.  1,  1982,  contain  broad 
language  authorizing  any  additional  fees  which  might  have 
been  due  to  be  charged  to  a  deposit  account.  The  Patent  and 
Trademark  Office  does  not  interpret  such  broad  authorizations, 
filed  in  an  application  on  or  after  Oct.  1,  1982,  will  be 
interpreted  as  authorization  to  charge  the  issue  fee;  as  well  as 
any  other  fee  set  forth  in  §§  1.16,  1.17  or  1.18.  Fees  under 
sections  §§  1.19,  1.20  and  1.21  will  not  be  charged  as  a  result 
of  a  general  authorization  under  section  1.25. 

It  is  recommended  that  authorizations  to  charge  fees  to 
deposit  accounts  include  reference  to  the  particular  fees  or  fee 
sections  of  the  rules  which  applicant  intends  to  authorize.  For 
example,  if  filing  and  processing  fees  under  §§  1.16  and  1.17 
only  are  intended  to  be  included  in  the  authorization,  and  not 
the  issue  fee  under  §  1.18,  the  authorization  could  read:  "The 
Commissioner  is  hereby  authorized  to  charge  any  fees  under 
37  CFR  1.16  and  1.17  which  may  be  required  during  the  entire 
pendency  of  the  application  to  Deposit  Account  No. 
Such  an  authorization  would  clearly  exclude  issue  fees  under 
37  CFR  1.18  while  including  all  the  filing  and  processing  fees 
listed  in  37  CFR  1.16  and  1.17.  Similarly,  if  it  were  intended 
to  authorize  the  charging  of  fees  relating  only  to  a  specific 
paper,  the  authorization  could  read  "The  Commissioner  is 
hereby  authorized  to  charge  any  fees  under  37  CFR  1.16  and 
1.17  which  may  be  required  by  this  paper  to  Deposit  Account 
No.  ."  Such  authorizations  would  cover  situations  in 
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which  a  check  to  cover  a  filing  and  processing  fee  under  37 
CFR  1.16  and  1.17  was  omitted  or  was  for  an  amount  less  than 
the  amount  required. 

It  is  extremely  important  that  the  authorization  be  clear  and 
unambiguous.  If  applicants  file  authorizations  which  are  am- 
biguous and  which  deviate  from  the  usual  forms  of  authoriza- 
tions, the  Office  may  not  interpret  the  authorizations  in  the 
manner  applicants  intend.  In  such  cases  applicants  could  be 
subject  to  further  expenses,  petitions,  etc.  in  order  to  correct 
fees  which  were  not  charged  as  intended  due  to  an  ambiguous 
authorization. 


July  1,  1983 


GERALD  J.  MOSSINGHOFF 

Commissioner  of  Patents 
and  Trademarks 
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^     '  Information  Disclosure  Statements 

May  Be  Filed  Without  Copies  of 

U.S.  Patents  and  Published  Applications  in 

Patent  Applications  filed  after  June  30,  2003 

Background 

The  U.S.  Patent  and  Trademark  Office  (USPTO  or  Office) 
regulations  concerning  Information  Disclosure  Statements 
(IDSs)  currently  require  that  copies  of  the  cited  references  be 
submitted  with  the  IDS  listing.  See  37  CFR  1.98  (a)(2).  In  a 
prior  notice  in  the  Official  Gazette  this  requirement  was 
partially  waived  with  respect  to  U.S.  patents  and  U.S.  patent 
application  pubhcations  when  an  applicant  submitted  an  IDS 
using  the  Office's  electronic  filing  system  (as  an  electronic 
IDS,  elDS).  See  Legal  Framework  for  the  Use  of  the  Elec- 
tronic Filing  System,  1263  Off.  Gaz.  Pat.  Off.  60,  10/8/2002, 
Part  V. 

All  U.S.  appUcations'  filed  after  June  30,  2003  are  stored  in 
electronic  form  in  the  Office's  Image  File  Wrapper  (IFW) 
system.^  IDSs  submitted  for  these  electronic  appHcations  are 
processed  by  Office  staff  to  create  an  electronic  link  which 
permits  cited  U.S.  patents  and  U.S.  patent  appUcation  publi- 
cations to  be  conveniently  viewed  by  examiners  through  the 
Office's  patent  search  system.  This  feature  enables  the  Office  to 
avoid  scanning  these  documents  into  IFW,  obviating  the  need 
for  their  submission. 

Waiver 

The  Office  hereby  waives  the  requirement  under  37  CFR 
1.98  (a)(2)(i)  for  submitting  a  copy  of  each  cited  U.S.  patent 
and  each  U.S.  patent  apphcation  pubUcation  for  all  U.S. 
national  patent  appUcations  filed  after  June  30,  2003  and  for  all 
international  applications  that  have  entered  the  national  stage 
under  35  USC  §  371  after  June  30,  2003.  See  37  CFR  1.491(b). 
For  all  patent  applications  filed  on  or  before  June  30,  2003, 
copies  of  cited  U.S.  patents  and  patent  application  pubhcations 
are  still  required  unless  an  elDS  is  filed. 

AppUcants  are  still  required  to  submit  copies  of  foreign 
patent  documents  and  non-patent  literature  in  accordance  with 
37  CFR  1.98(a)(2). 

FOR  FURTHER  INFORMATION  CONTACT: 

Questions  concerning  this  waiver  may  be  submitted  to  Jay 
Lucas  by  e-mail  at  Jay.Lucas@uspto.gov  or  by  telephone  at 
(703)  3()8-6868.  Comments  may  also  be  submitted  by  mail 
addressed  to:  Commissioner  for  Patents,  Box  Comments  — 
Patents,  Post  Office  Box  1450,  Alexandria,  VA  22313-1450,  or 
by  facsimile  to  (703)  305-2919,  marked  to  the  attention  of  Jay 
Lucas. 

STEPHEN  G.  KUNIN 

Deputy  Commissioner  for 

Patent  Examination  Policy 

Except  in  special  situations,  such  as  in  apphcations  under 
secrecy  order  or  containing  national  security  markings. 


^  See  Notification  of  United  States  Patent  and  Trademark 
Office  Patent  Application  Records  being  Stored  and  Processed 
in  Electronic  Form,  1271  Off.  Gaz.  Pat.  Ofi'.  100,  6/17  2003. 
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Treatment  of  Amendments  that  if 

Entered  Would  Cancel  All  of  the 

Claims  in  an  Application 


Before  June  of  1998,  it  was  the  practice  of  the  United  States 
Patent  and  Trademark  Office  (USPTO)  to  treat  an  application 
filed  with  an  amendment  (preliminary  amendment)  canceling 
all  of  the  claims  and  presenting  no  new  or  substitute  claims  by 
denying  entry  of  the  amendment.  See  Manual  of  Patent 
Examining  Procedure  §§  711.01  and  714.19  (7th  ed.  1998) 
(MPEP).  In  Baxter  Int'l  Inc.  v.  McGaw  Inc..  149  F3d  1321,  47 
USPQ2d  1225  (Fed.  Cir.  1998),  the  U.S.  Court  of  Appeals  for 
the  Federal  Circuit  (Federal  Circuit)  held  that  a  divisional 
application  that  included  instructions  to  cancel  all  of  the  claims 
in  the  specification,  but  did  not  present  any  new  claims,  did  not 
contain  at  least  one  claim  as  required  by  35  U.S.C.  §  112,  ^  2, 
and,  thus  was  not  entitled  to  a  filing  date  under  35  U.S.C.  § 
1 1 1  (a)  until  the  date  an  amendment  including  at  least  one  claim 
was  filed  in  the  appUcation.  Following  Baxter,  the  USPTO 
changed  its  practice  and  no  longer  accorded  a  filing  date  to  any 
application  that  was  accompanied  by  a  preliminary  amendment 
which  cancels  all  claims  and  fails  to  simultaneously  submit 
any  new  claims.  See  Any  Application  Filed  With  Instructions 
to  Cancel  All  of  the  Claims  in  the  Application  is  Not  Entitled 
to  a  Fifing  Date.  1216  Off.  Gaz.  Pat.  Office  46  (Nov.  10,  1998). 

Recently,  in  Exxon  Corp.  v.  Phillips  Petroleum  Co..  265  F.3d 
1249,  60  USPQ2d  1368  (Fed.  Cir.  2001),  the  Federal  Circuit 
affirmed  that  the  USPTO  may  refuse  to  enter  an  improper 
amendment  that  would  cancel  all  of  the  claims  in  an  applica- 
tion to  avert  harm  (loss  of  a  filing  date)  to  an  applicant.  The 
Federal  Circuit  disfinguished  its  decision  in  Baxter  since  in 
Baxter  the  USPTO  did  enter  the  amendment  that  canceled  all 
of  the  claims  in  the  appUcation  (contrary  to  the  provisions  of 
MPEP  §§711.01  and  714.19  then  in  effect),  thus  resulting  in 
the  application  not  being  entitled  to  a  filing  date.  In  contrast,  in 
Exxon  the  USPTO  refused  to  enter  the  amendment  and  thus  the 
claims  were  never  canceled. 

Consistent  with  Exxon  and  MPEP  §§711.01  and  714.19, 
the  USPTO  will  deny  entry  of  any  amendment  (whether 
submitted  with  the  fifing  of  the  application  or  after  the  filing 
date  of  the  application)  that  seeks  cancellation  of  all  claims  but 
does  not  present  any  new  or  substitute  claims.  For  fee 
calculation  purposes,  however,  the  USPTO  will  treat  such  an 
application  as  containing  a  single  claim. 

The  USPTO  plans  to  codify  this  modification  of  the  USP- 
TO's  current  practice  in  the  rules  of  practice.  While  some 
period  of  time  will  elapse  before  any  final  rule  change  can  be 
promulgated,  this  modification  of  the  USPTO' s  current  prac- 
tice (which  is  also  consistent  with  the  current  rules  of  practice) 
is  effective  immediately.  In  addition,  the  provision  in  MPEP  § 
601.01(e)  concerning  the  treatment  of  a  nonprovisional  appli- 
cation accompanied  by  a  preUminary  amendment  which  can- 
cels all  claims  and  fails  to  simultaneously  submit  any  new 
claim(s)  will  be  revised  consistent  with  this  notice  in  due 
course. 

Inquiries  concerning  this  notice  may  be  addressed  to  Fred  A. 
Silverberg,  Senior  Legal  Advisor,  Office  of  Patent  Legal 
Administration,  at  703-305-8986. 


January  9,  2002 


STEPHEN  G.  KUNIN 

Deputy  Commissioner  for 

Patent  Examination  Policy 
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"Kind  Codes"  Included  on 
USPTO  Patent  Documents 


On  January  2,  2001,  the  United  States  Patent  and  Trademark 
Office  (USPTO)  began  printing  the  World  Intellectual  Property 
Organization  (WIPO)  Standard  ST.  16  code  on  each  of  its 
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published  patent  documents.  WIPO  Standard  ST.  16  codes 
(kind  codes)  include  a  letter,  and  in  many  cases  a  number,  used 
to  distinguish  the  kind  of  patent  document  (e.g.,  publication  of 
an  application  for  a  utility  patent  (patent  application  publica- 
tion), patent,  plant  patent  application  publication,  plant  patent, 
or  design  patent)  and  the  level  of  publication  (e.g.,  first 
publication,  second  publication,  or  corrected  publication). 
Detailed  information  on  Standard  ST.  16  and  the  use  of  kind 
codes  by  patent  offices  throughout  the  world  is  available  on  the 
WIPO  web  site  at  http://www.wipo.int/scit/en,  under  the  links 
for  WIPO  standards  and  other  documentation. 

In  addition,  some  kind  codes  assigned  to  existing  USPTO 
patent  documents  were  changed  due  to  the  upcoming  introduc- 
tion of  USPTO  patent  application  publications  resulting  from 
the  American  Inventors  Protection  Act  of  1999  (AIPA).  The 
first  patent  application  publications  are  expected  to  be  pub- 
fished  in  Mid-March  2001.  Thereafter,  patent  appfication 
publications  will  be  published  weekly  on  Thursday.  An  ex- 
ample of  the  front  page  of  a  utility  patent  application  publica- 
tion follows  this  notice.  Additional  information  on  the  AIPA, 


including  the  rules  pertaining  to  publication  of  patent  appUca- 
tions,  is  posted  on  the  USPTO  web  site  at:  http://www.usp- 
to.gov/web/  offices/dcom/ofia/aipa/index.htm. 


The  tables  below  give  a  summary  of  the  kind  codes  which 
are  no  longer  being  used  on  certain  published  patent  docu- 
ments as  well  as  a  summary  of  the  kind  codes  which  will  be 
used  on  pubfished  patent  documents  after  January  2,  2001.  It  is 
recommended  that  USPTO  documents  be  identified  by  the 
following  three  elements:  1)  the  two-character  country  code 
(US  for  United  States  of  America);  2)  the  patent  or  publication 
number;  and  3)  the  WIPO  ST.  16  kind  code.  For  example,  "US 
7,654,321  Bl"  for  U.S.  Patent  No.  7,654,321  where  there  was 
no  previously-published  patent  application  publication,  and 
"US  2003/1234567  Al"  for  U.S.  Patent  Application  Pubfica- 
tion  No.  2003/1234567,  pubfished  in  2003.  Each  year  the 
numbering  of  published  patent  applications  wiU  begin  again 
with  the  new  four  digit  year  and  the  number  0000001,  so  the 
number  of  a  patent  application  publication  must  include  an 
associated  year. 


I 


Summary  of  USPTO  Kind  Codes  No  Longer  Used  As  of  January  2,  2001* 


WIPO  ST.16 
Kind  Codes 

A 

P 

Bl,  B2,  B3  .  . 


Kind  of  document 

Patent 
Plant  Patent 
Reexamination  Certificate 


Comments 

Kind  code  replaced  by  Bl  or  B2 
Kind  code  replaced  by  P2  or  P3 
Kind  code  replaced  by  CI,  C2,  C3. 


*See  the  table  below  for  the  new  uses  for  codes  Bl  and  B2  beginning  January  2,  2001. 
Summary  of  USPTO  Kind  Codes  Used  on  Documents  Published  Beginning  January  2,  2001 


WIPO  ST.16 
Kind  Codes 

Al 

A2 

A9 


Kind  of  document 

Patent  Application  Publication 

Patent  Application  Publication 
(Republication) 

Patent  Application  Publication 
(Corrected  Publication) 


Bl 

Patent 

B2 

Patent 

CI,  C2, 

C3.  . 

.    Reexamination  Certificate 

E 

Reissue  Patent 

H 

Statutory  Invention 
Registration  (SIR) 

PI 

Plant  Patent  Application 
PubUcation 

P2 

Plant  Patent 

P3 

Plant  Patent 

P4 

Plant  Patent  Application 
Publication  (Republication) 

P9 

Plant  Patent  Application 
Pubfication  (Corrected 
Publication) 

S 

Design  Patent 

Comments 

Pre-grant  pubfication  available  March  2001 
Pre-grant  pubfication  available  March  2001 

Pre-grant  pubfication  available  March  2001 

No  previously  pubfished  pre-grant  pubfication 

Having  a  previously  published  pre-grant 
publication  and  available  March  2001 

Previously  used  codes  Bl  and  B2  are  now  used 
for  granted  Patents 

No  change 

No  change 

Pre-grant  publication  available  March  2001 

No  previously  pubfished  pre-grant  pubfication 

Having  a  previously  pubfished  pre-grant 
publication  and  available  March  2001 

Pre-grant  pubfication  available  after  March  2001 
Pre-grant  pubfication  available  March  2001 

No  change 


i 


Questions  concerning  this  notice  should  be  directed  to 
Robert  Saifer,  by  telephone  at  (703)  308-6853,  by  facsimile  to 
(703)  308-6879,  marked  to  the  attention  of  Robert  Saifer,  or 
via  e-mail  to  robert.  saifer  @  uspto .  go v . 


Jan.  22,  2001 


STEPHEN  G.  KUNIN 

Deputy  Commissioner  for  Patent 

Examination  Policy 
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Advance  Notice  of  Change  to 

"References  Cited"  on  the 

Front  Page  of  a  Patent 


Beginning  with  patents  printed  after  January  1,  2001,  the 
United  States  Patent  and  Trademark  Office  (USPTO)  will 
indicate  references  listed  by  a  patent  examiner  on  a  "Notice  of 
References  Cited,"  Form  PTO-892,  with  an  asterisk  in  the 
"References  Cited"  section  of  the  front  page  of  a  patent 
document. 
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Indication  of  whether  or  not  a  reference  was  listed  by  the 
examiner  will  be  helpful  in  compiling  statistical  data  related  to 
prior  art  submissions  so  that  the  USPTO  can  better  consider 
whether  changes  are  required  to  the  rules  governing  prior  art 
statements.  In  the  past,  the  Ofl&ce  has  conducted  numerous 
surveys  of  application  files  for  information  regarding  prior  art 
statements,  manually  reviewing  the  application  files  to  retrieve 
information  regarding  references  cited.  While  future  surveys 
will  still  include  manual  review  of  application  files,  e.g.,  for 
the  length  of  documents  cited  by  applicants,  compiling  data 
regarding  information  cited  by  other  than  the  examiner  will  be 
more  efficient  with  this  new  indication. 


Indication  of  a  reference  with  an  asterisk  should  not  be 
considered  to  reflect  any  significance  other  than  that  the 
reference  was  listed  on  a  "Notice  of  References  Cited,"  Form 
PTO-892.  When  an  examiner  lists  references  on  a  Form 
PTO-892,  the  examiner  fists  references  that  are  relied  upon  in 
a  prior  art  rejection  or  mentioned  as  pertinent.  See  Manual  of 
Patent  Examining  Procedure  (MPEP)  Section  707.05(c),  7'*" 
Ed.,  Rev.  1  (Feb.  2000).  The  examiner  does  not  fist  references 
which  were  previously  cited  by  the  applicant  (and  initialed  by 
an  examiner)  on  an  Information  Disclosure  Statement,  for 
example,  on  a  PTOL-1449.  See  MPEP  Sections  609  and 
707.05(b),  (c)  and  (d).  No  distinction  wiU  be  made  in  the 
"References  Cited"  section  for  other  sources  of  references. 
Thus,  references  cited  in  a  protest,  by  an  attorney  or  agent  not 
acting  in  a  representative  capacity  but  on  behalf  of  a  single 
inventor,  and  by  the  appUcant  will  not  be  distinguished. 

All  electronic  versions  of  the  patent  will  have  some  indica- 
tion of  which  references  were  cited  by  the  examiner.  The  paper 
version  and  the  electronic  images  of  the  front  page  will  show 
an  asterisk  as  indicated  below. 


An  example  how  the  "References  Cited"  section  of  the 
patent  will  appear  is  as  follows: 
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References  Cited 


U.S.  PATENT  DOCUMENTS 


2,234,192  *      7/1955 

4,991,048  8/1990 

5,000,186  12/1991 

5,000,993  *     12/1991 


Greene 75/507 

Larkin 206/207 

Amis 267/340 

Thomas  et  al 75/507 


FOREIGN  PATENT  DOCUMENTS 


(79") 

Applicants  Cautioned  to  File  Applications  on 

Papers  that  Comply  With  Sheet  Size/Margin  and 

Quality  Requirements  of  37  CFR  1.52  and 

1.84(f)  and  (g). 

Summary:  If  an  appUcation-as-filed  does  not  meet  the  sheet 
size/margin  and  quality  requirements  of  37  CFR  1.52  and 
1.84(f)  and  (g),  certified  copies  of  such  appfication  may  be 
illegible  and/or  ineffective  as  priority  documents. 

Discussion:  The  Patent  and  Trademark  Ofl&ce  (PTO)  amended 
37  CFR  1.52  and  1.84  in  September  of  1996  so  that  application 
and  application-related  papers  (application  papers)  filed  in  the 
PTO  would  be  of  a  paper  size/margin  and  quality  to  permit  the 
PTO  to  produce  reliable  electronic  records  by  image  and 
optical  character  recognition  (OCR)  scanning  the  application 
papers.  See  Miscellaneous  Changes  in  Patent  Practice,  Final 
Rule  Notice,  61  Fed.  Reg.  42790  (August  19,  1996),  1190  Off. 
Gaz.  Pat.  Office  67  (September  17,  1996).  The  PTO,  however, 
still  receives  a  significant  number  of  applications  containing 
papers  that  do  not  meet  the  sheet  size/margin  and  quality 
requirements  of  37  CFR  1.52  and  1.84(f)  and  (g). 

Adverse  effect  of  filing  an  application  on  papers  that  do  not 
comply  with  37  CFR  1.52  and  1. 84(f)  and  (g)  on  the  quality  of 
any  certified  copy  of  the  application: 

The  PTO  will  not  deny  a  filing  date  to  an  application  simply 
because  it  is  filed  on  papers  that  do  not  comply  with  the 
requirements  of  37  CFR  1.52  and  1.84(f)  and  (g). 

When  an  applicant  requests  that  the  PTO  provide  a  certified 
copy  of  an  application-as-filed  and  pays  the  fee  set  forth  in  37 
CFR  1.19(b)(1),  the  PTO  will  make  a  copy  of  the  appfication- 
as-filed  from  the  records  in  the  PICS  (or  rrucrofilm)  database. 
If  papers  submitted  in  the  application-as-filed  are  not  legible, 
certified  copies  of  the  application  as  originally  filed  will  not  be 
legible.  In  addition,  if  exception  processing  (discussed  below) 
is  required  to  make  the  PICS  copy,  certified  copies  of  the 
appfication  as  originally  filed  may  not  be  legible. 

If  papers  submitted  in  the  application-as-filed  (including  any 
transmittal  letter  or  cover  sheet)  do  not  meet  the  sheet  size 
requirement  of  37  CFR  1.52  and  1.84(f)  (e.g.,  the  papers  are 
legal  size  (8  1/2  by  14  inches)),  the  PTO  must  reduce  such 
papers  to  be  able  to  image-scan  the  entire  application  and 
record  it  in  the  PICS  database.  In  addition,  if  papers  submitted 
in  the  application-as-filed  do  not  meet  the  quality  requirements 
of  37  CFR  1.52  (e.g.,  the  papers  are  shiny  or  non-white),  the 
PTO  will  attempt  to  enhance  such  papers  before  scanning 
(discussed  below)  to  make  the  resulting  electronic  record  in  the 
PICS  database  more  readable. 


9500000 

* 

6/1995 

2-00000 

* 

6/1990 

9400000 

9/1994 

Belgium 75/507 

Japan 75/507 

United  Kingdom. 


OTHER  PUBLICATIONS 

Hill,  "Ferrous  Precipitation,"  Journal  of  the  American  De- 
fenestration Association,  Jan.  1989,  Pages  34 — 46.  * 


ClymerhiU-Irons,  "Ferrous  Ascension  for  the  Eighties," 
Proceedings  of  the  International  Ferrous  Ascension  Society, 
Jan. -Mar.      1979,  Pages  1111-1163. 


*  cited  by  examiner 

Questions  regarding  this  notice  may  be  directed  to  Karin 
Tyson,  Senior  Legal  Advisor,  Office  of  Patent  Legal  Admirus- 
tration,  Ofl&ce  of  the  Deputy  Commissioner  for  Patent  Exami- 
nation Policy,  by  telephone  at  (703)306-3159,  by  facsimile  at 
(703)  872-  9411,  or  by  e-mail  to  karin.tyson@uspto.qov. 


Nov.  29,  2000 


NICHOLAS  P  GODICI 

Commissioner  for  Patents 
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If  application  papers  are  filed  that  do  not  meet  sheet  size/ 
margin  and  quality  requirements,  the  PTO  will  require  the 
applicant  to  file  substitute  papers  that  do  comply  with  the 
requirements  of  37  CFR  1.52  and  1.84(f)  and  (g).  The 
substitute  papers  submitted  in  reply  to  the  above-mentioned 
requirement  will  provide  the  PTC)  with  an  image-  and  OCR- 
scannable  copy  of  the  application  for  printing  the  application 
as  a  patent.  The  PTO,  however,  wiU  NOT  treat  appfication 
papers  submitted  after  the  filing  date  of  an  application  {e.g.,  a 
later  filed  oath  or  declaration,  a  translation  filed  under  37  CFR 
1.52(d),  or  substitute  papers  submitted  in  reply  to  a  require- 
ment to  comply  with  37  CFR  1.52)  as  the  original  disclosure  of 
the  application  for  making  a  certified  copy  of  the  appfication- 
as-filed  or  any  other  purpose.  That  is,  even  if  an  applicant 
subsequently  files  substitute  application  papers  that  comply 
with  37  CFR  1.52  and  then  requests  that  the  PTO  provide  a 
certified  copy  of  an  application-as-filed,  paying  the  fee  set 
forth  in  37  CFR  1.19(b)(1),  the  PTO  wifi  stiU  make  a  copy  of 
the  application-as-filed  from  the  records  in  the  PICS  (or 
microfilm)  database,  and  this  database  will  not  include  the 
subsequently  filed  substitute  papers  in  compliance  with  37 
CFR  1.52  and  1.84(f)  and  (g). 

If  the  certified  copy  of  an  application  produced  from  the  PTO's 
PICS  (or  microfilm)  database  is  illegible,  the  applicant  may 
pay  the  fee  set  forth  in  37  CFR  1.19(b)(2)  (currently  $150.00) 
and  request  that  the  PTO  obtain  the  application  file  and 
produce  a  certified  copy  of  the  application  by  photocopying  the 
application-as-filed  as  contained  in  the  application  file.  The 
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special  handling  required  to  produce  a  certified  copy  of  the 
application  from  the  papers  in  the  apphcation  file  will  also 
cause  a  delay  in  when  a  certified  copy  is  available. 

Recurring  situations  in  which  application  papers  cause  prob- 
lems during  scanning  of  an  application: 

The  PTO  performs  exception  processing  when  scanning  appli- 
cation papers  that  do  not  comply  with  sheet  size/margin  and 
quality  requirements.  As  the  PTO  uses  high-quality  scanning 
equipment,  the  PTO  is  often  (through  exception  processing) 
able  to  make  a  readable  electronic  image  record  of  an 
application  even  when  the  application  papers  do  not  comply 
with  these  requirements.  Nevertheless,  even  if  PTO  is  able  to 
make  a  readable  electronic  image  record  of  such  an  applica- 
tion, this  exception  processing  is  a  burden  on  the  PTO  and 
delays  the  initial  processing  (and  thus  examination)  of  the 
application. 

The  following  is  a  list  of  recurring  situations  in  which 
application  papers  cause  problems  when  the  papers  are 
scanned  to  make  an  electronic  record  in  the  PICS  database: 

(1)  Applications  are  filed  with  legal  size  (8  1/2  by  14)  papers 
and/or  oversized  (blueprint)  drawings.  The  PTO  can  scan  the 
papers  to  make  an  electronic  record  in  the  PICS  database,  but 
the  resulting  images  as  recorded  in  the  PICS  database  are 
reduced. 


(2)  Applications  are  filed  on  shiny,  non-white  (background) 
paper,  or  flimsy  paper,  on  papers  having  slips  or  stickers,  or  on 
papers  that  are  otherwise  illegible  to  an  image-scanning 
equipment.  The  PTO  must  photocopy  the  application  papers 
and  scan  the  photocopy  to  make  an  electronic  record  in  the 
PICS  database. 

(3)  Applications  are  filed  with  writing  on  both  sides  of  the 
sheets  of  paper.  The  PTO  must  photocopy  the  application 
papers  so  that  the  writing  is  on  only  one  side  of  the  sheet  of 
paper  and  scan  the  photocopy  to  make  an  electronic  record  in 
the  PICS  database. 


^         Identification  Of  Affidavits/Declarations 
FiledUnder  37  CFR  1.131  Which  Establish 
A  Date  of  Invention  In  A 
NAFTA  or  WTO  Member  Country 

35  U.S.C.  104  was  amended  by  Public  Law  103-182  and 
103-465  to  permit  applicant/patentee  to  establish  a  date  of 
invention  in  a  NAFTA  country  no  earlier  than  December  8, 
1993  and  in  a  WTO  member  country  no  earlier  than  January  1, 
1996,  respectively.  37  CFR  1.131  was  amended,  effective  May 
31,  1995,  to  implement  the  changes  made  to  35  U.S.C.  104.  In 
order  to  study  the  impact  of  the  changes  to  35  U.S.C.  104  and 
to  track  affidavits/  declarations  filed  under  37  CFR  1.131  as  a 
result  of  the  changes  to  35  U.S.C.  104,  the  U.S.  Patent  and 
Trademark  Office  (Office)  is  requesting  applicant/patentee  to 
identify  in  the  title  of  affidavits/declarations  filed  under  37 
CFR  1.131  whether  the  affidavit/declaration  is  filed  to  establish 
a  date  of  invention  in  a  NAFTA  country  other  than  the  U.S.  or 
in  a  WTO  member  country  other  than  a  NAFTA  country  by 
providing  the  following: 

"131  N"  -  for  NAFTA  country  other  than  the  U.S.;  and 

"131  W"  -  for  WTO  member  country  other  than  a  NAFTA 
country. 

The  Office  is  in  the  process  of  modifying  the  Patent 
Application  Location  and  Monitoring  system  (PALM)  to 
record  the  receipt  of  the  types  of  affidavits/declarations  filed 
under  37  CFR  1.131  identified  supra. 

The  new  procedure  for  identifying  affidavits/declarations 
filed  under  37  CFR  1.131  of  the  "131  N"  or  "131  W" 
categories  is  effective  immediately. 

Sept.  30,  1997  STEPHEN  G.  KUNIN 

Deputy  Assistant  Commissioner  for 
Patent  Policy  and  Projects 
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(4)  Applications  are  filed  with  unmounted  photographs.  The 
PTO  must  photocopy  the  photographs  and  scan  the  photo- 
copies to  make  an  electronic  record  in  the  PICS  database. 

(5)  Applications  are  filed  with  two-columned  specifications,  or 
with  non-block  fonts.  The  PTO  can  image-scan  the  papers  to 
make  an  electronic  record  in  the  PICS  database,  but  the 
resulting  images  cannot  be  converted  into  text  by  OCR 
conversion. 


(6)  Applications  are  filed  with  papers  having  incorrect  margin 
sizes.  During  office  processing  of  the  application,  a  sticker  with 
the  filing  date  of  the  application  is  placed  in  the  left  margin  of 
the  papers  and  the  application  number  is  printed  on  the  left 
margin  of  each  page  that  is  scanned.  Furthermore,  holes  are 
made  in  the  top  margins  of  the  application  papers  so  that  the 
papers  can  be  affixed  to  the  application  file.  As  a  result,  any 
text  removed  or  obstructed  before  or  during  the  scanning 
process  will  no  longer  be  legible  in  the  application. 

(7)  Applications,  particularly  provisional  applications,  are  filed 
with  papers  that  are  glued  or  bound  together.  The  PTO  must 
separate  the  papers  to  scan  the  pages,  which  sometimes 
damages  the  pages,  or  photocopy  the  bound  document,  and 
then  scan  the  photocopy  to  make  an  electronic  record  in  the 
PICS  database. 


Questions  concerning  this  notice  should  be  forwarded  to  Karin 
L.  Tyson,  Senior  Legal  Advisor,  by  telephone  at  (703)  305- 
9285,  by  facsimile  at  (703)  308-6916,  or  by  e-mail  at 
karin.tyson@uspto.gov. 
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November  3,  1998 


STEPHEN  G.  KUNIN 

Deputy  Assistant  Commissioner 
for  Patent  Policy  and  Projects 
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The  Patent  and  Trademark  Office  (PTO)  has  received  a 
number  of  complaints  from  the  public  regarding  improper 
truncation  of  inventors'  names  as  printed  on  the  Letters  Patent. 
Changes  on  the  printed  patent  currently  require  the  filing  and 
processing  of  certificates  of  correction.  In  an  effort  to  address 
these  complaints,  the  PTO  has  decided  to  change  the  method  of 
recording  and  printing  inventors'  names  on  the  Letters  Patent. 
This  change  in  the  manner  in  which  inventors'  names  will  be 
printed  on  the  Letters  Patent  is  not  to  be  confused  with  an 
actual  change  in  an  inventors'  name  as  it  appears  on  the  oath 
or  declaration,  which  requires  correction  by  way  of  a  petition 
under  37  CFR  1.182  (see  MPEP  605.04(c)). 

Accordingly,  the  PTO  printing  contractor  will  be  instructed 
to  print  inventors'  names  on  the  Letters  Patent  exactly  as  the 
names  are  typed  on  the  oath  or  declaration.  For  example,  an 
oath  or  declaration  with  a  printed  inventor's  name  of  Jonathan 
Hohenhauser  Smithfield  Williams,  Jr.,  and  a  signature  which  is 
legible  as  Jonathan  H.  S.  WilUams,  Jr.,  would  have  the  Letters 
Patent  printed  with  Jonathan  Hohenhauser  Smithfield  Will- 
iams, Jr.  as  the  inventor. 

In  order  to  have  the  PTO's  records  parallel  as  much  as 
possible  the  above-noted  changes,  effective  immediately,  Ap- 
phcation Processing  Division  will  begin  to  enter  into  PALM 
(the  PTO's  computerized  database)  each  inventor's  name  as 
printed  or  typed  in  the  oath  or  declaration.  Since  the  relevant 
fields  in  the  PALM  system  for  inventors'  given  names  and  last 
name  are  each  limited  to  25  characters,  the  example  given 
above  would  be  entered  into  the  PALM  system  as  Jonathan 
Hohenhauser  Smit  Williams,  Jr.  This  PALM  entry  would  be 
reflected  on  the  filing  receipt  mailed  to  applicants.  While  the 
name  'Smithfield'  would  be  truncated  in  the  PALM  system  to 
'Smit'  as  a  result  of  the  25  character  limitation,  the  printed 
patent  will  contain  the  full  name  as  indicated  above. 
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There  is  a  time  lag  between  the  PTO  printing  contractor's 
receipt  of  an  application  to  be  issued  as  a  patent  and  the 
patent's  actual  issue  date.  Therefor,  patents  issued  on  or  after 
June  17,  1997,  will  contain  the  inventors'  full  names  exactly  as 
they  are  printed  on  the  oath  or  declaration. 

In  all  apphcations  filed  on  or  after  April  18,  1997,  apphcants 
are  cautioned  to  give  their  full  names  in  the  oath  or  declaration 
exactly  as  they  would  like  them  to  be  printed  on  the  Letters 
Patent.  In  applications  filed  before  April  18,  1997,  if  applicants 
do  not  desire  to  have  their  full  names  printed  on  the  Letters 
Patent  as  they  are  printed  or  typed  in  the  oath  or  declaration  (at 
least  one  given  name  must  be  typed  or  printed  in  full),  they 
must  either:  (1)  request  correction  at  the  time  of  payment  of  the 
issue  fee;  or  (2)  if  the  issue  fee  has  been  paid  prior  to  April  18, 
1997,  request  correction,  as  soon  as  possible,  by  writing  to  Box 
Issue  Fee,  Assistant  Commissioner  for  Patents,  Washington, 
D.C.  20231.  The  requested  correction  will  be  made  if  sufficient 
time  remains  for  the  PTO  to  complete  technical  preparation  of 
the  text  to  be  printed  on  the  Letters  Patent. 


February  13,  1997 


EDWARD  R.  KAZENSKE 

Deputy  Assistant  Commissioner 

for  Patents 
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Department  of  Commerce 

Patent  and  Trademark  OflBce 

[Docket  #:  951019254-6136-02] 

RIN  0651-XX05 


Change  in  Procedure  Relating  to  an 
Application  Filing  Date 

Agency:  Patent  and  Trademark  Office,  Commerce. 

Action:  Notice  of  Change  in  Procedure. 

Summary:  The  Patent  and  Trademark  Office  (PTO)  is  imple- 
menting a  change  in  procedure  relating  to  the  treatment  of 
applications  filed  without  all  the  pages  of  the  specification  or 
without  all  of  the  figures  of  the  drawings.  Under  this  new 
procedure,  the  PTO  will  accord  a  filing  date  to  any  application 
that  contains  something  that  can  be  construed  as  a  written 
description,  any  necessary  drawing,  and,  in  a  nonprovisional 
application,  at  least  one  claim,  regardless  of  whether  the 
application  is  filed  without  all  the  pages  of  the  specification  or 
without  all  of  the  figures  of  the  drawings.  Applications  filed 
without  all  the  pages  of  the  specification  or  without  all  of  the 
figures  of  the  drawings  will  be  treated  by  mailing  a  notice 
indicating  that  the  appUcation  has  been  accorded  a  filing  date, 
but  is  missing  pages  of  the  specification  or  figures  of  drawings. 
The  notice  will  indicate  that  failure  to  timely  (37  CFRl. 181(f)) 
file  a  petition  under  37  CFR  1.53(c)  or  1.182  in  response  to 
such  notice  will  result  in  the  PTO  treating  the  original 
application  papers  (the  original  disclosure  of  the  invention)  as 
including  only  those  appUcation  papers  present  in  the  PTO  on 
the  date  of  deposit. 

Effective  Date:  July  22,  1996. 

For  Further  Information  Contact:  Robert  W  Bahr  by  tele- 
phone at  (703)  305-9285,  by  facsimile  at  (703)  308-6916,  or 
Jeffrey  V.  Nase  by  telephone  at  (703)  305-9285,  or  by  mail 
addressed  to  Box  Comments-Patents,  Assistant  Commissioner 
for  Patents,  Washington,  D.C.  20231. 

Supplementary  Information 

The  PTO  is  implementing  a  change  in  procedure  relating  to 
the  treatment  of  applications  filed  without  all  the  pages  of  the 
specification  (Section  608.01  of  the  Manual  of  Patent  Exam- 
ining Procedure  (MPEP))  {e.g.,  with  page  numbering  revealing 
that  page(s)  are  missing),  or  without  all  of  the  figures  of  the 
drawings  (MPEP  608.02)  {e.g.,  without  drawing  figures  that 
are  mentioned  in  the  specification).  The  procedure  set  forth  in 
this  notice  will  be  incorporated  into  the  next  revision  of  the 
MPEP 


The  current  treatment  of  applications  that  fail  to  identify  the 
names  of  the  actual  inventor(s)  {e.g.,  an  application  naming  the 
inventorship  only  as  "Jane  Doe  et  al.")  as  required  by  37  CFR 
1.41(a)  and  1.53(b)  is  not  affected  by  the  adoption  of  the 
procedure  set  forth  in  this  notice. 

In  a  Notice  entitled  "Proposed  Changes  in  Procedures 
Relating  to  an  Application  Filing  Date"  (Filing  Date  Notice), 
published  in  the  Federal  Register  at  60  FR  56982-84  (Novem- 
ber 13,  1995),  and  in  the  PTO  Official  Gazette  at  1181  Off.  Gaz. 
Pat.  Office  12-13  (December  5,  1995),  the  PTO  proposed  a 
change  in  procedure  relating  to  the  treatment  of  applications 
filed  without  all  the  pages  of  the  specification  or  without  all  of 
the  figures  of  the  drawings.  In  view  of  the  comments  received 
in  response  to  the  Filing  Date  Notice,  the  PTO  is  adopting  the 
proposed  change. 

The  adopted  procedure  for  the  treatment  of  applications  filed 
without  all  the  pages  of  the  specification  or  without  all  of  the 
figures  of  the  drawings  is  set  forth  below. 

APPLICATIONS  FILED  WITHOUT  ALL  PAGES  OF 
SPECIFICATION 

The  Initial  Application  Examination  Division  reviews  appli- 
cation papers  to  determine  whether  all  of  the  pages  of  the 
specification  are  present  in  the  application.  If  the  appUcation  is 
filed  without  all  of  the  page(s)  of  the  specification,  but 
containing  something  that  can  be  construed  as  a  written 
description,  at  least  one  drawing  figure,  if  necessary  under  35 
U.S.C.  113,  the  names  of  all  the  inventors,  and,  in  a  nonpro- 
visional application,  at  least  one  claim,  the  Initial  AppUcation 
Examination  Division  will  mail  a  "Notice  of  Omitted  Items" 
indicating  that  the  appUcation  papers  so  deposited  have  been 
accorded  a  filing  date,  but  are  lacking  some  page(s)  of  the 
specification. 

The  mailing  of  a  "Notice  of  Omitted  Items"  will  permit  the 
applicant  to  either:  (1)  promptly  estabUsh  prior  receipt  in  the 
PTO  of  the  page(s)  at  issue  (generally  by  way  of  a  date- 
stamped  postcard  receipt  (MPEP  503)),  or  (2)  promptly  submit 
the  omitted  page(s)  in  a  nonprovisional  appUcation  and  accept 
the  date  of  such  submission  as  the  appUcation  fiUng  date.  An 
applicant  asserting  that  the  page(s)  was  in  fact  deposited  in  the 
PTO  with  the  appUcation  papers  must  file  a  petition  under  37 
CFR  1.53(c)  (and  the  petition  fee  under  37  CFR  1.17(i)  (37 
CFR  1.1 7(q)  in  a  provisional  application),  which  will  be 
refunded  if  it  is  determined  that  the  page(s)  was  in  fact 
received  by  the  PTO  with  the  application  papers  deposited  on 
filing)  with  evidence  of  such  deposit  within  two  months  of  the 
date  of  the  "Notice  of  Omitted  Items"  (37  CFR  1.181(f)).  An 
applicant  desiring  to  submit  the  omitted  page(s)  in  a  nonpro- 
visional application  and  accept  the  date  of  such  submission  as 
the  application  filing  date  must  file  any  omitted  page(s)  with  an 
oath  or  declaration  in  compliance  with  37  CFR  1 .63  and  1 .64 
referring  to  such  page(s)  and  a  petition  under  37  CFR  1.182 
(with  the  petition  fee  under  37  CFR  1.17(h))  requesting  the 
later  fiUng  date  within  two  months  of  the  date  of  the  "Notice  of 
Omitted  Items"  (37  CFR  1.181(f)). 

An  appUcant  willing  to  accept  the  application  as  deposited 
in  the  PTO  need  not  respond  to  the  "Notice  of  Omitted  Items," 
and  the  failure  to  file  a  petition  under  37  CFR  1.53(c)  or  1.182 
(and  the  requisite  petition  fee)  as  discussed  above  within  two 
months  of  the  date  of  the  "Notice  of  Omitted  Items"  (37  CFR 
1.181(f))  will  be  treated  as  constructive  acceptance  by  the 
applicant  of  the  application  as  deposited  in  the  PTO.  Amend- 
ment of  the  specification  is  required  in  a  nonprovisional 
application  to  renumber  the  pages  consecutively  and  cancel 
any  incomplete  sentences  caused  by  the  absence  of  the  omitted 
pages.  Such  amendment  should  be  by  way  of  preliminary 
amendment  submitted  prior  to  the  first  Office  action  to  avoid 
delays  in  the  prosecution  of  the  appUcation. 

If  the  application  does  not  contain  anything  that  can  be 
construed  as  a  written  description,  the  Initial  Application 
Examination  Division  will  mail  a  Notice  of  Incomplete  Appli- 
cation (PTO-1123)  indicating  that  the  application  lacks  the 
specification  required  by  35  U.S.C.  112.  The  appUcant  may  file 
a  petition  under  37  CFR  1.53(c)  (and  the  petition  fee  under  37 
CFR  1.1 7(i)  (37  CFR  1.1 7(q)  in  a  provisional  appUcation)) 
asserting  that:  (1)  the  missing  specification  was  submitted,  or 
(2)  the  application  papers  as  deposited  contain  an  adequate 
written  description  under  35  U.S.C.  112.  The  petition  under  37 
CFR  1.53(c)  must  be  accompanied  by  sufficient  evidence  (37 
CFR  1.181(b))  to  establish  the  applicant's  entitlement  to  the 
requested  filing  date  {e.g.,  a  date-stamped  postcard  receipt 
(MPEP  503)  to  estabUsh  prior  receipt  in  the  PTO  of  the 
missing  specification).  Alternatively,  the  applicant  may  submit 
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the  omitted  specification,  including  at  least  one  claim  in  a 
nonprovisional  application,  accompanied  by  an  oath  or  decla- 
ration in  compliance  with  37  CFR  1.63  and  1.64  referring  to 
the  specification  being  submitted  and  accept  the  date  of  such 
submission  as  the  application  filing  date. 

Original  claims  form  part  of  the  original  disclosure  and 
provide  their  own  written  description.  See  In  re  Anderson,  471 
F.2d  1237,  176  USPQ  331  (CCPA  1973).  As  such,  an  applica- 
tion that  contains  at  least  one  claim,  but  does  not  contain 
anything  which  can  be  construed  as  a  written  description  of 
such  claim(s),  would  be  unusual. 

NONPROVISIONAL  APPLICATIONS  FILED 
WITHOUT  AT  LEAST  ONE  CLAIM 

35  U.S.C.  111(a)(2)  requires  that  an  application  for  patent 
include,  inter  alia,  "a  specification  as  prescribed  by  section  112 
of  this  title,"  and  35  U.S.C.  111(a)(4)  provides  that  the  "filing 
date  of  an  application  shall  be  the  date  on  which  the  specifi- 
cation and  any  required  drawing  are  received  in  the  Patent  and 
Trademark  Office."  35  U.S.C.  112,  first  paragraph,  provides,  in 
part,  that  "[t]he  specification  shall  contain  a  written  description 
of  the  invention,"  and  35  U.S.C.  112,  second  paragraph, 
provides  that  "[t]he  specification  shall  conclude  with  one  or 
more  claims  particularly  pointing  out  and  distinctly  claiming 
the  subject  matter  which  the  applicant  regards  as  his  inven- 
tion." Also,  the  Court  of  Appeals  for  the  Federal  Circuit  stated 
in  Litton  Systems,  Inc.  v.  Whirlpool  Corp.: 

Both  statute,  35  U.S.C.  Ill  [(a)],  and  federal  regulations,  37 
CFR  1.51  [(a)(1)],  make  clear  the  requirement  that  an  appli- 
cation for  a  patent  must  include  ...  a  specification  and 
claims.  .  .  .  The  omission  of  any  one  of  these  component  parts 
makes  a  patent  application  incomplete  and  thus  not  entitled  to 
a  filing  date. 

728  F.2d  1423,  1437,  221  USPQ  97,  105  (Fed.  Cir.  1984) 
(citing  Gearon  v.  United  States,  121  F.Supp  652,  654,  101 
USPQ  460,  461  (Ct.  CI.  1954),  cert,  denied  348  U.S.  942,  104 
USPQ  409  (1955))  (emphasis  in  the  original). 

Therefore,  in  an  application  filed  under  35  U.S.C.  111(a),  a 
claim  is  a  statutory  requirement  for  according  a  filing  date  to 
the  application.  35  U.S.C.  162  and  171  make  35  U.S.C.  112 
applicable  to  plant  and  design  applications,  and  35  U.S.C.  162 
specifically  requires  the  specification  in  a  plant  patent  appli- 
cation to  contain  a  claim.  35  U.S.C.  11 1(b)(2),  however,  pro- 
vides that  "[a]  claim,  as  required  by  the  second  through  fifth 
paragraphs  of  section  112,  shall  not  be  required  in  a  provisional 
application."  Thus,  with  the  exception  of  provisional  applica- 
tions filed  under  35  U.S.C.  111(b),  any  application  filed 
without  at  least  one  claim  is  incomplete  and  not  entitled  to  a 
filing  date. 

If  a  nonprovisional  application  does  not  contain  at  least  one 
claim,  a  "Notice  of  Incomplete  Application"  will  be  mailed  to 
the  applicant(s)  indicating  that  no  filing  date  has  been  granted 
and  setting  a  period  for  submitting  a  claim.  The  filing  date  will 
be  the  date  of  receipt  of  at  least  one  claim.  See  In  re  Mattson, 
208  USPQ  168  (Comm'r  Pats.  1980). 

As  37  CFR  1.53(b)(2)(ii)  permits  the  conversion  of  an 
application  filed  under  35  U.S.C.  111(a)  to  an  application 
under  35  U.S.C.  111(b),  an  applicant  in  an  application,  other 
than  for  a  design  patent,  filed  under  35  U.S.C.  111(a)  on  or 
after  June  8,  1995,  without  at  least  one  claim  has  the 
alternative  of  filing  a  petition  under  37  CFR  1.53(b)(2)(ii)  to 
convert  such  application  into  an  application  under  35  U.S.C. 
111(b),  which  does  not  require  a  claim  to  been  entitled  to  its 
date  of  deposit  as  a  filing  date.  Such  a  petition,  however,  must 
be  filed  prior  to  the  expiration  of  twelve  months  after  the  date 
of  deposit  of  the  application  under  35  U.S.C.  111(a),  and 
comply  with  the  other  requirements  of  37  CFR  1.53(b)(2)(ii). 

APPLICATIONS  FILED  WITHOUT  ANY  DRAWINGS 

35  U.S.C.  111(a)(2)(B)  and  111(b)(2)(B)  each  provide,  in 
part,  that  an  "application  shall  include  ...  a  drawing  as 
prescribed  by  section  113  of  this  title"  and  35  U.S.C.l  11(a)(4) 
and  111(b)(4)  each  provide,  in  part,  that  the  "filing  date  .  .  . 
shall  be  the  date  on  which  .  .  .  any  required  drawing  are 
received  in  the  Patent  and  Trademark  Office."  35U.S.C.  113  in 
turn  provides  that  an  "applicant  shall  furnish  a  drawing  where 
necessary  for  the  understanding  of  the  subject  matter  sought  to 
be  patented." 

Applications  filed  without  drawings  are  initially  inspected  to 
determine  whether  a  drawing  is  referred  to  in  the  specification, 
and  if  not,  whether  a  drawing  is  necessary  for  an  understanding 
of  the  invention.  35  U.S.C.  113. 


In  general,  it  has  been  PTO  practice  to  treat  an  application 
that  contains  at  least  one  process  or  method  claim  as  an 
application  for  which  a  drawing  is  not  necessary  for  an 
understanding  of  the  invention  under  35  U.S.C.  113.  The  same 
practice  has  been  followed  in  composition  applications.  Other 
situations  in  which  drawings  are  usually  not  considered  nec- 
essary for  an  understanding  of  the  invention  under  35  U.S.C. 
113  are: 

I.  Coated  articles  or  products:  where  the  invention  resides 
solely  in  coating  or  impregnating  a  conventional  sheet  {e.g., 
paper  or  cloth,  or  an  article  of  known  and  conventional 
character  with  a  particular  composition),  unless  significant 
details  of  structure  or  arrangement  are  involved  in  the  article 
claims; 

II.  Articles  made  from  a  particular  material  or  composition: 
where  the  invention  consists  in  making  an  article  of  a  particu- 
lar material  or  composition,  unless  significant  details  of 
structure  or  arrangement  are  involved  in  the  article  claims; 

III.  Laminated  Structures:  where  the  claimed  invention 
involves  only  laminations  of  sheets  (and  coatings)  of  specified 
material  unless  significant  details  of  structure  or  arrangement 
(other  than  the  mere  order  of  the  layers)  are  involved  in  the 
article  claims;  or 

IV.  Articles,  apparatus  or  systems  where  sole  distinguishing 
feature  is  presence  of  a  particular  material:  where  the  inven- 
tion resides  solely  in  the  use  of  a  particular  material  in  an 
otherwise  old  article,  apparatus  or  system  recited  broadly  in  the 
claims,  for  example: 

a.  A  hydraulic  system  distinguished  solely  by  the  use  therein 
of  a  particular  hydraulic  fluid; 

b.  Packaged  sutures  wherein  the  structure  and  arrangement 
of  the  package  are  conventional  and  the  only  distinguishing 
feature  is  the  use  of  a  particular  material. 

A  nonprovisional  application  having  at  least  one  claim,  or  a 
provisional  application  having  at  least  some  disclosure,  di- 
rected to  the  subject  matter  discussed  above  for  which  a 
drawing  is  usually  not  considered  essential  for  a  filing  date,  not 
describing  drawing  figures  in  the  specification,  and  filed 
without  drawings  will  usually  be  processed  for  examination,  so 
long  as  the  application  contains  something  that  can  be  con- 
strued as  a  written  description  and  the  names  of  all  the 
inventors.  A  nonprovisional  application  having  at  least  one 
claim,  or  a  provisional  application  having  at  least  some 
disclosure,  directed  to  the  subject  matter  discussed  above  for 
which  a  drawing  is  usually  not  considered  essential  for  a  filing 
date,  describing  drawing  figure(s)  in  the  specification,  but  filed 
without  drawings  will  be  treated  as  an  application  filed  without 
all  of  the  drawing  figures  referred  to  in  the  specification  as 
discussed  below,  so  long  as  the  application  contains  something 
that  can  be  construed  as  a  written  description  and  the  names  of 
all  the  inventors.  In  a  situation  in  which  the  appropriate 
examining  group  determines  that  drawings  are  necessary  under 
35  U.S.C.  113  the  filing  date  issue  will  be  reconsidered  on 
reference  from  the  examining  group. 

If  a  nonprovisional  application  does  not  have  at  least  one 
claim,  or  a  provisional  application  does  not  have  at  least  some 
disclosure,  directed  to  the  subject  matter  discussed  above  for 
which  a  drawing  is  usually  not  considered  essential  for  a  filing 
date,  and  is  filed  without  drawings,  the  Initial  Application 
Examination  Division  will  mail  a  "Notice  of  Incomplete 
Application"  indicating  that  the  application  lacks  drawings  and 
that  35  U.S.C.  113  requires  a  drawing  where  necessary  for  the 
understanding  of  the  subject  matter  sought  to  be  patented. 

The  applicant  may  file  a  petition  under  37  CFR  1.53(c)  (and 
the  petition  fee  under  37  CFR  1.1 7(i)  (37  CFR  1.1 7(q)  in  a 
provisional  application))  asserting  that  (1)  the  drawing(s)  at 
issue  was  submitted,  or  (2)  the  drawing(s)  is  not  necessary 
under  35  U.S.C.  113  for  a  filing  date.  The  petition  must  be 
accompanied  by  sufficient  evidence  to  establish  the  applicant's 
entitlement  tothe  requested  filing  date  (e.g.,  a  date-stamped 
postcard  receipt  (MPEP  503)  to  establish  prior  receipt  in  the 
PTO  of  the  drawing(s)  at  issue).  Alternatively,  the  applicant 
may  submit  drawing(s)  accompanied  by  an  oath  or  declaration 
incompliance  with  37  CFR  1.63  and  1.64  referring  to  the 
drawing(s)  being  submitted  and  accept  the  date  of  such 
submission  as  the  application  filing  date. 

In  design  applications,  the  Initial  Apphcation  Examination 
Division  will  mail  a  "Notice  of  Incomplete  Apphcation" 
indicating  that  the  application  lacks  the  drawings  required 
under  35  U.S.C.  113.  The  applicant  may:  (1)  promptly  file  a 
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petition  under  37  CFR  1.53(c)  (and  the  petition  fee  under  37 
CFR  1.1 7(i))  asserting  that  the  missing  drawing(s)  was  sub- 
mitted, or  (2)  promptly  submit  drawing(s)  accompanied  by  an 
oath  or  declaration  in  compliance  with  37  CFR  1.63  and  1.64 
and  accept  the  date  of  such  submission  as  the  application  filing 
date.  37  CFR  1.154(a)  provides  that  the  claim  in  a  design 
application  "shall  be  in  formal  terms  to  the  ornamental  design 
for  the  article  (specifying  name)  as  shown,  or  as  shown  and 
described."  As  such,  petitions  under  37  CFR  1.53(c)  asserting 
that  drawings  are  unnecessary  under  35  U.S.C.  113  for  a  filing 
date  in  a  design  application  will  not  be  found  persuasive. 

APPLICATIONS  FILED  WITHOUT  ALL 
FIGURES  OF  DRAWINGS 


The  Initial  Application  Examination  Division  reviews  appli- 
cation papers  to  determine  whether  all  mentioned  drawing 
figures  in  the  specification  are  present  in  the  application.  If  the 
application  is  filed  without  all  of  the  drawing  figure(s)  referred 
to  in  the  specification,  and  the  application  contains  something 
that  can  be  construed  as  a  written  description,  at  least  one 
drawing,  if  necessary  under  35  U.S.C.  113,  the  names  of  all  the 
inventors,  and,  in  a  nonprovisional  application,  at  least  one 
claim,  the  Initial  Application  Examination  Division  will  mail  a 
"Notice  of  Omitted  Items"  indicating  that  the  application 
papers  so  deposited  have  been  accorded  a  fihng  date,  but  are 
lacking  some  of  the  drawings  described  in  the  specification. 

The  mailing  of  a  "Notice  of  Omitted  Items"  will  permit  the 
applicant  to  either:  (1)  promptly  establish  prior  receipt  in  the 
PTO  of  the  drawing(s)  at  issue  (generally  by  way  of  a 
date-stamped  postcard  receipt  (MPEP  503)),  or  (2)  promptly 
submit  the  omitted  drawing(s)  in  a  nonprovisional  application 
and  accept  the  date  of  such  submission  as  the  application  filing 
date.  An  applicant  asserting  that  the  drawing(s)  was  in  fact 
deposited  in  the  PTO  with  the  application  papers  must  file  a 
petition  under  37  CFR  1.53(c)  (and  the  petition  fee  under  37 
CFR  1.1 7(i)  (37  CFR  1.1 7(q)  in  a  provisional  application), 
which  will  be  refunded  if  it  is  determined  that  the  drawing(s) 
was  in  fact  received  by  the  PTO  with  the  application  papers 
deposited  on  filing)  with  evidence  of  such  deposit  within  two 
months  of  the  date  of  the  "Notice  of  Omitted  Items"  (37  CFR 
1.181(f)).  An  applicant  desiring  to  submit  the  omitted  drawings 
in  a  nonprovisional  application  and  accept  the  date  of  such 
submission  as  the  application  filing  date  must  file  any  omitted 
drawing(s)  with  an  oath  or  declaration  in  compliance  with  37 
CFR  1.63  and  1.64  referring  to  such  drawing(s)  and  a  petition 
under  37  CFR  1.182  (with  the  petition  fee  under  37  CFR 
1.17(h))  requesting  the  later  filing  date  within  two  months  of 
the  date  of  the  "Notice  of  Omitted  Items"  (37  CFR  1.181(f)). 

An  applicant  willing  to  accept  the  application  as  deposited 
in  the  PTO  need  not  respond  to  the  "Notice  of  Omitted  Items," 
and  the  failure  to  file  a  petition  under  37  CFRl. 53(c)  or  1.182 
(and  the  requisite  petition  fee)  as  discussed  above  within  two 
months  of  the  date  of  the  "Notice  of  Omitted  Items"  (37  CFR 
1.181(f))  will  be  treated  as  constructive  acceptance  by  the 
applicant  of  the  application  as  deposited  in  the  PTO.  Amend- 
ment of  the  specification  is  required  in  a  nonprovisional 
application  to  cancel  all  references  to  the  omitted  drawing, 
both  in  the  brief  and  detailed  descriptions  of  the  drawings  and 
including  any  reference  numerals  shown  only  in  the  omitted 
drawings.  In  addition,  a  separate  letter  is  required  in  a 
nonprovisional  application  to  renumber  the  drawing  figures 
consecutively  (showing  the  proposed  changes  in  red  ink),  if 
necessary,  and  amendment  of  the  specification  is  required  to 
correct  the  references  to  the  drawing  figures  to  correspond  with 
any  relabelled  drawing  figures,  both  in  the  brief  and  detailed 
descriptions  of  the  drawings.  Such  amendment  and  correction 
to  the  drawing  figures,  if  necessary,  should  be  by  way  of 
preliminary  amendment  submitted  prior  to  the  first  Office 
action  to  avoid  delays  in  the  prosecution  of  the  application. 

SUBSEQUENT  TREATMENT  OF  APPLICATION 

In  instances  in  which  a  "Notice  of  Incomplete  Application" 
has  been  mailed,  further  action  by  the  applicant  is  necessary 
for  the  application  to  be  accorded  a  filing  date.  As  such,  the 
application  will  be  retained  in  the  Initial  Application  Exami- 
nation Division  to  await  such  action.  Unless  the  applicant 
either  completes  the  application  or  files  a  petition  under  37 
CFR  1.53(c)  (and  the  petition  fee  under  37  CFR  1.1 7(i)  or 
1.1 7(q))  within  the  period  set  in  the  "Notice  of  Incomplete 
Application,"  the  application  will  be  processed  as  an  incom- 
plete application  under  37  CFR  1.53(c). 

In  instances  in  which  a  "Notice  of  Omitted  Items"  has  been 
mailed,  the  application  will  be  retained  in  the  Initial  Applica- 


tion Examination  Division  for  a  period  of  two  months  from  the 
mailing  date  of  "Notice  of  Omitted  Items"  to  permit  the 
applicant  to  either:  (1)  establish  prior  receipt  in  the  PTO  of  the 
page(s)  or  drawing(s)  at  issue,  or  (2)  promptly  submit  the 
omitted  page(s)  or  drawing(s)  in  a  nonprovisional  application 
and  accept  the  date  of  such  submission  as  the  application  filing 
date.  Extensions  of  time  under  37  CFR  1.136  will  not  be 
applicable  to  this  two-month  time  period. 

The  grant  of  a  petition  under  37  CFR  1.182  to  accept  the 
omitted  page(s)  or  drawing(s)  in  a  nonprovisional  application 
and  accord  the  date  of  such  submission  as  the  application  filing 
date  will  be  indicated  by  the  issuance  of  a  new  filing  receipt 
indicating  the  filing  date  accorded  the  application. 

Unless  the  applicant  timely  files  a  petition  under  37  CFR 
1.53(c)  or  1.182  (and  the  requisite  petition  fee),  the  application 
will  maintain  the  filing  date  as  of  the  date  of  deposit  of  the 
application  papers  in  the  PTO,  and  the  original  application 
papers  (i.e.,  the  original  disclosure  of  the  invention)  will 
include  only  those  application  papers  present  in  the  PTO  on  the 
date  of  deposit.  Nonprovisional  applications  that  are  complete 
under  35  CFR  1.51(a)(1)  will  then  be  forwarded  to  the 
appropriate  examining  group  for  examination  of  the  applica- 
tion. Provisional  applications  that  are  complete  under  35  CFR 
1.51(a)(2)  will  then  be  forwarded  to  Files  Repository.  The 
current  practice  for  treating  applications  that  are  not  complete 
under  37  CFR  1.51(a)  will  remain  unchanged  (37  CFR 
1.53(d)). 

Any  petition  under  37  CFR  1.53(c)  or  1.182  not  filed  within 
this  two-month  period  may  be  dismissed  as  untimely.  37  CFR 
1.181(f).  Under  the  adopted  procedure,  the  PTO  may  strictly 
adhere  to  the  two-month  period  set  forth  in  37  CFR  1.181(f), 
and  dismiss  as  untimely  any  petition  not  filed  within  this 
two-month  period.  This  strict  adherence  to  the  two-month 
period  set  forth  in  37  CFR  1.181(f)  is  justified  as  such 
applications  will  now  be  forwarded  for  examination  at  the  end 
of  this  two-month  period.  It  is  further  justified  in  instances  in 
which  the  applicant  seeks  to  submit  the  omitted  page(s)  or 
drawing(s)  in  a  nonprovisional  application  and  request  the  date 
of  such  submission  as  the  application  filing  date  since:  (1) 
according  the  application  a  filing  date  later  than  the  date  of 
deposit  may  affect  the  date  of  expiration  of  any  patent  issuing 
on  the  application  due  to  the  changes  to  35  U.S.C.  154 
contained  in  Public  Law  103-465,  532,  108  Stat.  4809  (1994), 
and  (2)  the  filing  of  a  continuation-in-part  application  is  a 
sufficiently  equivalent  mechanism  for  adding  additional  sub- 
ject matter  to  avoid  the  loss  of  patent  rights. 

The  submission  of  omitted  page(s)  or  drawing(s)  in  a 
nonprovisional  application  and  acceptance  of  the  date  of  such 
submission  as  the  application  filing  date  is  tantamount  to 
simply  filing  a  new  application.  Thus,  applicants  should 
consider  filing  a  new  application  as  an  alternative  to  submitting 
a  petition  under  37  CFR  1 . 1 82  (with  the  petition  fee  under  37 
CFR  1.17(h))  with  any  omitted  page(s)  or  drawing(s),  which  is 
a  cost-effective  alternative  in  instances  in  which  an  nonprovi- 
sional application  is  deposited  without  filing  fees.  Likewise,  in 
view  of  the  relatively  low  filing  fee  for  provisional  applica- 
tions, and  the  PTO's  desire  to  minimize  the  processing  of 
provisional  applications,  the  PTO  will  not  grant  petitions  under 
37  CFR  1.182  to  accept  omitted  page(s)  or  drawing(s)  and 
accord  an  application  filing  date  as  of  the  date  of  such 
submission.  Instead,  the  applicant  should  simply  refile  the 
complete  provisional  application. 

Response  to  Comments 

Thirteen  comments  were  received  in  response  to  the  Filing 
Date  Notice.  Nine  comments  expressly  supported  the  proposed 
change,  while  the  remaining  four  comments  simply  made 
additional  comments  or  suggested  additional  changes,  but  did 
not  oppose  the  proposed  change.  The  written  comments  have 
been  analyzed,  and  responses  to  the  comments  follow. 

Comment  (1):  One  comment  suggested  that  the  PTO  should, 
by  rulemaking,  permit  the  addition  of  subject  matter  in  a 
foreign  application  for  which  priority  is  claimed. 
Response:  Where  an  application  includes  in  the  papers  depos- 
ited on  filing  with  the  application  a  certified  copy  of  a  foreign 
application  for  which  priority  is  claimed,  the  PTO  will  grant  a 
timely  petition  under  37  Cm  1.182  requesting  that:  (1)  the 
corresponding  sheets  of  drawings  in  the  foreign  priority 
application  be  accepted  for  any  omitted  sheets  of  drawings  in 
the  application,  or  (2)  the  foreign  priority  application  be 
accepted  as  the  application  as  filed,  which  may  result  in  the 
treatment  of  the  foreign  priority  application  as  an  application 
filed  in  a  non-English  language  (37  CFR  1 .52(d)). 
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In  instances  in  which  the  foreign  priority  application  was  not 
present  among  the  papers  deposited  on  filing  with  the  appli- 
cation, any  addition  of  subject  matter  from  the  foreign  priority 
application  into  the  appUcation  must  be  considered  as  new 
matter  under  35  U.S.C.  132  (and,  as  such,  will  not  be  permitted 
by  petition),  unless  the  application-as-filed  specifically  incor- 
porates the  foreign  priority  application  by  reference. 

Drawing  figures  do  not  require  translation  of  the  subject 
matter  shown  therein  and  individual  drawing  figures  are 
sufficiently  segregated  that  it  is  considered  appropriate  to 
permit,  by  petition  under  37  CFR  1.182,  the  acceptance  of  the 
corresponding  sheets  of  drawings  in  the  foreign  priority 
application  for  any  omitted  sheets  of  drawings  in  the  applica- 
tion. The  specification  of  a  foreign  priority  application,  how- 
ever, is  generally  subject  to  translation  and  revision  prior  to  its 
filing  in  the  PTO  as  the  specification  of  an  application.  As  such, 
it  is  considered  appropriate  to  permit,  by  petition  under  37 
CFR  1.182,  the  acceptance  of  a  foreign  priority  application  as 
the  application  as  filed,  but  it  is  not  considered  acceptable  to 
permit  the  acceptance  of  a  translation  of  portions  of  the  foreign 
priority  apphcation  for  omitted  pages  of  the  specification. 

Finally,  the  occurrence  of  situations  in  which  it  is  necessary 
for  an  applicant  to  request  that  the  corresponding  sheets  of 
drawings  in  the  foreign  priority  application  be  accepted  for  any 
omitted  sheets  of  drawings  in  the  application,  or  the  foreign 
priority  application  be  accepted  as  the  application  as  filed  is 
relatively  rare.  In  addition,  the  treatment  of  these  few  applica- 
tions on  an  ad  hoc  basis  pursuant  to  37  CFR  1.182  and  1.183 
has  proven  acceptable. 

Comment  (2):  One  comment  suggested  that  the  PTO  should 
consider  requiring  a  declaration  from  the  attorney  averring  that 
the  omitted  matter  was  inadvertently  omitted. 
Response:  First,  in  view  of  a  registered  practitioner's  respon- 
sibilities as  set  forth  in  37  CFR  Part  10,  the  PTO  does  not 
generally  require  verification  of  statements  by  registered  prac- 
titioners. See,  e.g.,  37  CFR  1.125  and  1.137.  Second,  as  there 
is  no  apparent  benefit  to  omitting  material  from  an  application 
as  deposited  in  the  PTO,  there  appears  to  be  little  justification 
for  requiring  even  a  statement  that  the  omitted  matter  was 
inadvertently  omitted. 

Comment  (3):  One  comment  questioned  whether  the  change 

would  be  applicable  to  appUcations  filed  under  37  CFR  1.60  or 

1.62. 

Response:  The  adopted  procedure  applies  to  applications  filed 

under  37  CFR  1.53. 

37  CFR  1.60  requires,  inter  alia,  that  the  application  be  a 
true  copy  of  the  prior  application  (37  CFR  1.60(b)(2)),  and  a 
copy  that  omits  pages  of  specification  or  sheets  of  drawings 
from  the  prior  apphcation  is  not  a  true  copy  of  the  prior 
application.  As  such,  a  copy  that  omits  pages  of  specification 
or  sheets  of  drawings  from  the  prior  application  is  an  improper 
application  under  37  CFR  1 .60,  and  cannot  be  accorded  a  filing 
date  as  an  application  under  37  CFR  1.60  until  the  filing  error 
is  corrected. 

The  PTO  considers  37  CFR  1.60  to  be  unnecessary  in  view 
of  changes  to  37  CFR  1.4(d),  and  a  trap  for  the  unwary.  The 
PTO  has  previously  proposed  to  eliminate  37  CFR  1.60  (See 
notice  of  proposed  rulemaking  entitled  "Changes  to  Implement 
20- Year  Patent  Term  and  Provisional  Application"  (20- Year 
Term  Notice  of  Proposed  Rulemaking)  published  in  the  Fed- 
eral Register  at  59  FR  63951  (December  12,  1994),  and  in  the 
Patent  and  Trademark  Office  Official  Gazette  at  1170  Off.  Gaz. 
Pat.  Office  377  (January  3,  1995)),  and  will  again  propose  to 
eliminate  37  CFR  1.60,  as  well  as  37  CFR  1.62,  in  an 
impending  rulemaking  to  implement  the  Administration's 
regulatory  reform  initiative. 

A  continuation  or  divisional  application  may  be  filed  under 
35  U.S.C.  111(a)  using  the  procedures  set  forth  in  37  CFR 
1.53(b)(1),  by  providing  a  copy  of  the  prior  application, 
including  a  copy  of  the  oath  or  declaration  in  such  prior 
application,  as  filed.  The  patent  statutes  and  rules  of  practice  do 
not  require  that  an  oath  or  declaration  include  a  recent  date  of 
execution,  and  the  Examining  Corps  has  been  directed  not  to 
object  to  an  oath  or  declaration  as  lacking  either  a  recent  date 
of  execution  or  any  date  of  execution.  This  change  in  exam- 
ining practice  will  appear  in  the  next  revision  of  the  MPEP.  As 
is  currently  the  situation  under  37  CFR  1.60  and  1.62,  the 
applicant's  duty  of  candor  and  good  faith  including  comph- 
ance  with  the  duty  of  disclosure  requirements  of  §  1.56  is 
continuous  and  applies  to  the  continuation  or  divisional  appli- 
cation, notwithstanding  the  lack  of  a  newly  executed  oath  or 
declaration. 


37  CFR  1.60(b)(4)  and  1.62(a)  currently  permit  the  fiUng  of 
a  continuation  or  divisional  application  by  less  than  all  of  the 
inventors  named  in  a  prior  application  without  a  newly 
executed  oath  or  declaration.  The  oath  or  declaration  in  an 
application  filed  under  37  CFR  1.53(b),  however,  must  identify 
the  inventorship  of  such  application.  Thus,  unless  it  is  neces- 
sary to  file  a  continuation  or  divisional  application  under  37 
CFR  1.60  to  name  less  than  all  of  the  inventors  named  in  a 
prior  application,  applicants  are  encouraged  to  file  continuing 
applications  under  37  CFR  1.53(b)  (i.e.,  omit  any  reference  to 
37  CFR  1.60  in  the  appUcation  papers)  to  avoid  an  inadvertent 
failure  to  comply  with  all  of  the  requirements  of  37  CFR  1.60. 

An  application  under  37  CFR  1.62  uses  the  content  of  the 
prior  application,  and  is  itself  only  a  request  for  an  appUcation 
under  37  CFR  1.62.  As  such,  there  is  no  concern  that  an 
appUcation  under  37  CFR  1.62  wiU  be  filed  without  all  the 
pages  of  the  specification  or  without  all  of  the  figures  of  the 
drawings. 

Comment  (4):  One  conmient  questioned  whether  a  filing  date 
would  be  accorded  if  the  name  of  an  inventor  were  omitted. 
Response:  37  CFR  1.41  and  1.53  currently  require  that  an 
application  be  filed  in  the  name  of  the  actual  inventor  or 
inventors,  and  this  notice  does  not  involve  changes  to  the  rules 
of  practice.  The  PTO  will  propose  to  eUminate  this  require- 
ment in  37  CFR  1.41  and  1.53  in  the  rulemaking  to  implement 
the  Administration's  regulatory  reform  initiative. 

Comment  (5):  One  comment  suggested  that  the  notices  be 
mailed  out  as  soon  as  possible  to  avoid  a  loss  of  rights  for  those 
applicants  who  require  completion  or  refiling  of  the  applica- 
tion. Another  comment  suggested  that  the  decision  as  to 
whether  an  application  is  "incomplete"  should  be  made  by  the 
Examining  Corps,  rather  than  on  a  formaUstic  basis  by  the 
Initial  Application  Examination  Division. 
Response:  The  efficient  pre-examination  processing  of  appli- 
cations is  in  the  mutual  interest  of  the  PTO  and  applicants.  The 
PTO  is  currently  in  the  process  of  modifying  its  pre-examina- 
tion processing  procedures  to  avoid  any  unnecessary  delay. 
This  new  procedure  wiU  not  impact  the  pre-examination 
processing  of  applications,  in  that  the  Initial  Application 
Examination  Division  will  mail  a  "Notice  of  Incomplete 
Application,"  "Notice  of  Omitted  Items,"  and  "Notice  to  File 
Missing  Parts"  under  this  new  procedure  at  the  time  the 
"Notice  of  Incomplete  Application"  and  "Notice  to  File  Miss- 
ing Parts"  are  currently  mailed. 

The  adopted  procedure  replaces  formaUstic  procedures  with 
procedures  based  upon  the  requirements  for  a  fiUng  date  as  set 
forth  in  35  U.S.C.  Ill,  112,  and  113.  Filing  date  issues  are 
ultimately  decided  by  the  Office  of  Petitions  in  the  Office  of  the 
Deputy  Assistant  Commissioner  for  Patent  PoUcy  and  Projects 
(MPEP  1002.02(b)(35))  on  the  basis  of  whether  and  when  the 
application  meets  the  requirements  for  a  filing  date  as  set  forth 
in  35  U.S.C.  HI,  112,  and  113,  and  not  on  the  basis  of  who 
made  the  initial  decision  not  to  accord  a  fiUng  date  to  the 
application. 

It  should  be  recognized  that  there  is  tension  between  the 
comments  objecting  to  any  review  of  the  entitlement  of  an 
application  to  a  filing  date  by  the  Initial  AppUcation  Exami- 
nation Division  (arguing  that  this  issue  should  be  considered 
only  by  the  Examining  Corps)  and  the  desire  for  speedy 
notification  to  the  applicant  that  a  portion  of  the  appUcation 
appears  to  have  been  omitted.  To  defer  all  review  of  the 
entitlement  of  an  application  to  a  filing  date  until  the  applica- 
tion is  picked-up  for  examination  would  cause  a  significant 
delay  in  any  such  notification  to  the  applicant. 

Comment  (6):  One  comment  noted  that  35  U.S.C.  111(b)  does 
not  require  a  claim  for  a  provisional  application.  Several 
comments  suggested  that  the  PTO  automatically  treat  any 
nonprovisional  appUcation  filed  without  at  least  one  claim  as  a 
provisional  application,  if  such  application  is  otherwise  en- 
titled to  a  filing  date  as  a  provisional  application. 
Response:  A  provisional  appUcation  does  not  require  a  claim 
to  be  entitled  to  a  filing  date.  As  discussed  supra,  an  applicant 
in  an  application,  other  than  for  a  design  patent,  filed  under  35 
U.S.C.  111(a)  on  or  after  June  8,  1995,  without  at  least  one 
claim  has  the  alternative  of  fiUng  a  petition  under  37  CFR 
1.53(b)(2)(ii)  to  convert  such  application  into  an  application 
under  35  U.S.C.  111(b).  The  PTO  does  not  consider  it 
appropriate  to  "automatically"  consider  an  application  filed 
under  35  U.S.C.  111(a)  without  a  claim  to  be  an  appUcation 
under  35  U.S.C.  111(b)  (a  provisional  application),  since  the 
applicant  may  not  desire  an  application  under  35  U.S.C. 
111(b),  and  may  desire  to  file  a  claim  to  obtain  an  application 
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filing  date  as  of  the  date  of  submission  of  such  claim. 

Comment  (7):  One  comment  suggested  that  the  MPEP  should 
clearly  indicate  that  appUcations  filed  without  all  the  pages  of 
specification  or  all  the  figures  of  drawings  described  in  the 
specification  cannot  automatically  be  treated  as  defective 
under  35  U.S.C.  112,  but  must  be  considered  for  compliance 
with  35  U.S.C.  112  by  the  subject  matter  that  is  present  in  the 
application  papers. 

Response:  In  an  effort  to  improve  the  examination  of  appli- 
cations, chapter  2100  of  the  MPEP  has  been  revised  to  set  forth 
specific  guidelines  for  rejections  under  35  U.S.C.  101,  102, 
103,  and  112.  MPEP  2161  et  seq.  set  forth  the  guidelines  for 
rejections  under  35  U.S.C.  112,  first  and  second  paragraphs, 
and  do  not  authorize  a  rejection  under  35  U.S.C.  112  based 
merely  upon  the  fact  that  pages  of  specification  or  figures  of 
drawing  were  omitted. 

Comment  (8):  One  comment  questioned  whether  the  proposed 
procedure  for  the  treatment  of  applications  filed  without  all  the 
pages  of  specification  or  all  the  figures  of  drawings  described 
in  the  specification  is  applicable  to  provisional  applications, 
noting  that  35  U.S.C.  111(b)  provides  that  a  claim  is  not 
required  in  a  provisional  application. 

Response:  The  adopted  procedure  applies  to  applications  (both 
provisional  and  nonprovisional)  filed  under  37  CFR  1.53.  The 
procedure  recognizes  that  35  U.S.C.  111(b)  does  not  require  a 
claim  in  a  provisional  apphcation. 

Comment  (9):  One  comment  suggested  that  the  two-month 
period  for  taking  action  would  be  unfair  in  instances  in  which 
the  PTO  prepares  and  enters  the  notice  into  the  Patent 
Application  Locating  and  Monitoring  (PALM)  system  but  fails 
to  mail  the  notice  or  mails  the  notice  to  an  incorrect  corre- 
spondence address. 

Response:  The  "Notice  of  Omitted  Items"  is  not  an  action 
within  the  meaning  of  35  U.S.C.  133  to  which  a  response  is 
required  to  avoid  abandonment.  An  appUcant  simply  has  the 
opportunity  to  file  a  petition,  but  need  not  take  action,  in 
response  to  a  "Notice  of  Omitted  Items."  Thus,  the  timeliness 
of  any  such  petition  is  govemed  by  37  CFR  1.181(f).  37  CFR 
1.181(f)  provides  that  any  petition  not  filed  within  two  months 
from  the  action  complained  of  may  be  dismissed  as  untimely. 
Establishing  prior  receipt  in  the  PTO  of  the  page(s)  or 
drawing(s)  at  issue  or  submitting  the  omitted  page(s)  or 
drawing(s)  and  accepting  the  date  of  such  submission  as  the 
apphcation  fifing  date  would  result  in  an  addition  to  the  papers 
constimting  the  original  disclosure  of  the  apphcation,  and 
submitting  the  omitted  page(s)  or  drawing(s)  and  accepting  the 
date  of  such  submission  as  the  application  fifing  date  would 
result  in  a  change  in  apphcation  filing  date.  As  a  change  in 
either  the  original  disclosure  or  filing  date  of  an  application 
would  interfere  with  the  examination  of  the  application  for 
compliance  with  35  U.S.C.  102,  103,  and  112,  the  PTO  will  not 
forward  an  application  in  which  a  "Notice  of  Omitted  Items" 
has  been  mailed  for  examination  until  it  is  apparent  that  the 
apphcant  has  not  responded  to  the  "Notice  of  Omitted  Items." 
Thus,  a  nonprovisional  apphcation  will  not  be  processed  for 
examination,  and  the  examination  of  the  application  will  be 
delayed,  until  the  expiration  of  two  months  from  the  mailing 
date  of  "Notice  of  Omitted  Items."  The  two-month  period  set 
forth  in  37  CFR  1.181(f)  is  considered  an  appropriate  balance 
between  providing  an  applicant  suflBcient  time  to  take  action  in 
response  to  a  "Notice  of  Omitted  Items"  and  avoiding  unnec- 
essary delays  in  the  examination  of  the  application,  which 
would  be  undesirable  in  view  of  35  U.S.C.  154  as  amended  by 
Public  Law  103-465.  While  an  applicant  willing  to  accept  a 
nonprovisional  application  as  deposited  in  the  PTO  need  not 
respond  to  the  "Notice  of  Omitted  Items,"  the  filing  of  an 
express  communication  to  that  effect  would  permit  the  PTO  to 
proceed  with  the  processing  of  the  application  for  examination, 
and,  as  such,  may  reduce  the  delay  in  the  examination  of  the 
application. 

While  a  "Notice  of  Omitted  Items"  is  not  an  action  within 
the  meaning  of  35  U.S.C.  133,  the  principles  regarding 
nonreceipt  or  delayed  receipt  of  a  "Notice  of  Omitted  Items," 
due  either  to  a  failure  on  the  part  of  the  PTO  to  properly  mail 
such  notice  or  a  failure  on  the  part  of  the  U.S.  Postal  Service 
to  deliver  such  notice  to  the  correspondence  address  in  a  timely 
manner,  are  applicable  to  the  nonreceipt  or  delayed  receipt  of 
a  "Notice  of  Omitted  Items."  Applicants  are  directed  to  the 
Notice  entitled  "Withdrawing  the  Holding  of  Abandonment 
When  Office  Actions  Are  Not  Received,"  published  in  the  PTO 
Official  Gazette  at  1156  Off.  Gaz.  Pat.  Office  53  (November  16, 
1993),  for  the  evidence  necessary  to  establish  nonreceipt  of  a 


"Notice  of  Omitted  Items,"  and  the  Notice  entitled  "Procedures 
For  Restarting  Response  Periods,"  published  in  the  PTO 
Official  Gazette  at  1160  Off.  Gaz.  Pat.  Office  14  (March  1, 
1994),  for  the  evidence  necessary  to  establish  delayed  receipt 
of  a  "Notice  of  Omitted  Items." 

Comment  (10):  One  comment  suggested  that  while  the 
proposed  procedure  is  an  improvement,  it  still  conflicts  with  35 
U.S.C.  112  and  113.  The  comment  specifically  argues  that  the 
sufficiency  of  an  application  is  a  matter  for  determination  by  an 
examiner  skilled  in  the  subject  matter  of  the  application,  in  that 
Congress  did  not  intend  that  the  sufficiency  of  an  application 
be  determined  by  the  Initial  Patent  Examination  Division. 
Response:  The  adopted  procedure  will  accord  a  filing  date  to 
any  apphcation  that  contains  something  that  can  be  construed 
as  a  written  description,  any  necessary  drawing,  and,  in  a 
nonprovisional  application,  at  least  one  claim.  This  procedure 
is  consistent  with  the  requirements  for  a  fifing  date  as  set  forth 
in  35  U.S.C.  Ill,  112,  and  113.  35  U.S.C.  113,  second 
sentence,  contemplates  that  drawings  may  be  filed  after  the 
fifing  date  of  an  application.  35  U.S.C.  113,  however,  provides 
that  an  "applicant  shall  furnish  a  drawing  where  necessary  for 
the  understanding  of  the  subject  matter  sought  to  be  patented," 
and  35  U.S.C.  111(a)(4)  and  111(b)(4)  each  provide,  in  part, 
that  the  "filing  date  .  .  .  shall  be  the  date  on  which  .  .  .  any 
required  drawing  are  received  in  the  Patent  and  Trademark 
Office."  As  such,  the  PTO  has  the  statutory  authority,  and 
responsibility,  to  determine  whether  a  drawing  is  necessary 
under  35  U.S.C.  113  in  an  application  filed  without  drawings 
prior  to  according  a  filing  date  to  that  application. 

There  is  nothing  in  35  U.S.C.  Ill,  112,  or  113  that  limits  the 
authority  of  the  Commissioner  to  delegate  the  determination  of 
whether  or  when  any  application  meets  the  requirements  for  a 
filing  date  as  set  forth  in  35  U.S.C.  Ill,  112,  and  113.  In  any 
event,  filing  date  issues  are,  as  discussed  supra,  ultimately 
decided  by  Office  of  the  Deputy  Assistant  Commissioner  for 
Patent  Policy  and  Projects  on  the  basis  of  whether  and  when 
the  application  meets  the  requirements  for  a  filing  date  as  set 
forth  in  35  U.S.C.  Ill,  112,  and  113,  and  not  on  the  basis  of 
who  made  the  initial  decision  not  to  accord  a  filing  date  to  the 
application. 

Comment  (11):  One  comment  suggested  that  the  proposed 
procedure  be  adopted  by  rulemaking.  Another  comment  sug- 
gested that  the  proposed  procedure  either  be  adopted  by 
rulemaking  or  clearly  set  forth  in  the  MPEP. 
Response:  37  CFR  1.53(b)(1)  provides  that  the  "filing  date  of 
an  application  for  patent  filed  under  this  section,  except  for  a 
provisional  apphcation,  is  the  date  on  which:  a  specification 
containing  a  description  pursuant  to  §  1.71  and  at  least  one 
claim  pursuant  to  §  1.75;  and  any  drawing  required  by  § 
1.81(a),  are  filed  in  the  Patent  and  Trademark  Office  in  the 
name  of  the  actual  inventor  or  inventors  as  required  by  §  1.41." 
37  CFR  1.53(b)(2)  provides  that  the  "filing  date  of  a  provi- 
sional application  is  the  date  on  which:  a  specification  as 
prescribed  by  35  U.S.C.  112,  first  paragraph;  and  any  drawing 
required  by  §  1.81(a),  are  filed  in  the  Patent  and  Trademark 
Office  in  the  name  of  the  actual  inventor  or  inventors  as 
required  by  §  1.41."  Thus,  no  change  to  the  rules  of  practice  is 
necessary  to  adopt  the  procedure  set  forth  in  this  notice. 

It  should  be  noted  that  the  MPEP  608.01  sets  forth  the 
former  procedure  for  treating  an  application  filed  without  all  of 
the  pages  of  specification  or  filed  under  35  U.S.C.  111(a) 
without  at  least  one  claim.  Likewise,  MPEP  608.02  sets  forth 
the  former  procedure  for  treating  an  application  filed  without 
drawings  or  all  of  the  figures  of  drawings. 

The  next  revision  of  the  MPEP  will  incorporate  the  change 
in  procedure  set  forth  in  this  notice. 


June  5,  1996 


BRUCE  A.  LEHMAN 

Assistant  Secretary  of  Commerce  and 

Commissioner  of  Patents  and 

Trademarks 

[1188  OG  48] 


(83)    Information  in  Oath/Declaration  Necessary  to 
Identify  the  Specification  for  an 
Application  filed  under  35  USC  111  in 
Accordance  with  37  CFR  1.63 

TTiis  notice  supersedes  the  previous  notice  published  at  1035 
Off.  Gaz.  Pat.  Office  3  on  September  12,  1983,  and  is  intended 
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to  make  it  easier  for  an  applicant(s)  to  comply  with  the 
identification  requirement  of  37  CFR  1.63. 

37  CFR  1.63  requires  that  an  oath  or  declaration  identify  the 
specification  to  which  it  is  directed.  The  declaration  form 
suggested  by  the  Office  includes  spaces  for  filling  in  the  names 
of  the  inventors,  title  of  invention,  application  number,  fifing 
date,  foreign  priority  application  information  and  United  States 
priority  application  information.  While  this  information  should 
be  provided,  it  is  not  essential  that  all  of  these  spaces  be  filled 
in  order  to  adequately  identify  the  specification  in  compliance 
with  37  CFR  1.63(a)(2). 

The  following  combinations  of  information  supplied  in  an 
oath  or  declaration  filed  on  the  application  fifing  date  with  a 
specification  are  acceptable  as  minimums  for  identifying  a 
specification  and  compliance  with  any  one  of  the  items  below 
will  be  accepted  as  complying  with  the  identification  require- 
ment of  37  CFR  1.63: 

(1)  name  of  inventor(s),  and  reference  to  an  attached 
specification  which  is  both  attached  to  the  oath  or  declaration 
at  the  time  of  execution  and  submitted  with  the  oath  or 
declaration  on  filing; 

(2)  name  of  inventor(s),  and  attorney  docket  number  which 
was  on  the  specification  as  filed;  or 

(3)  name  of  inventor(s),  and  title  which  was  on  the  specifi- 
cation as  filed. 

Filing  dates  are  now  granted  on  applications  filed  without  an 
oath  or  declaration  in  compliance  with  37  CFR  1.63,  the  oath 
or  declaration  being  filed  later  with  a  surcharge.  The  following 
combinations  of  information  supplied  in  an  oath  or  declaration 
filed  after  the  filing  date  are  acceptable  as  minimums  for 
identifying  a  specification  and  compliance  with  any  one  of  the 
items  below  will  be  accepted  as  complying  with  the  identifi- 
cation requirement  of  37  CFR  1.63: 

(1)  name  of  inventor(s),  and  application  number  (consisting 
of  the  series  code  and  the  serial  number;  e.g. ,08/123,456); 

(2)  name  of  inventor(s),  serial  number  and  filing  date; 

(3)  name  of  inventor(s)  and  attorney  docket  number  which 
was  on  the  specification  as  filed; 

(4)  name  of  inventor(s),  title  which  was  on  the  specification 
as  filed  and  filing  date; 

(5)  name  of  inventor(s),  title  which  was  on  the  specification 
as  filed  and  reference  to  an  attached  specification  which  is  both 
attached  to  the  oath  or  declaration  at  the  time  of  execution  and 
submitted  with  the  oath  or  declaration;  or 

(6)  name  of  inventor(s),  title  which  was  on  the  specification 
as  filed  and  accompanied  by  a  cover  letter  accurately  identi- 
fying the  application  for  which  it  was  intended  by  either  the 
application  number  (consisting  of  the  series  code  and  the  serial 
number;  e.g.,08/123,456),  or  serial  number  and  fifing  date. 
Absent  any  statement(s)  to  the  contrary,  it  will  be  presumed 
that  the  application  filed  in  the  PTO  is  the  application  which 
the  inventor(s)  executed  by  signing  the  oath  or  declaration. 

Any  specification  that  is  filed  attached  to  an  oath  or 
declaration  on  a  date  later  than  the  application  filing  date  will 
not  be  compared  with  the  specification  submitted  on  filing. 
Absent  any  statement(s)  to  the  contrary,  the  "attached"  speci- 
fication will  be  presumed  to  be  a  copy  of  the  specification  and 
any  amendments  thereto  which  were  filed  in  the  Office  in  order 
to  obtain  a  filing  date  for  the  application. 

Any  variance  from  the  above  guidelines  will  only  be 
considered  upon  the  filing  of  a  petition  for  waiver  of  the  rules 
under  37  CFR  1.183  accompanied  by  a  petition  fee  (37  CFR 
1.17(h)). 

Further,  an  oath  or  declaration  attached  to  a  cover  letter 
referencing  an  incorrect  appfication  may  not  become  associ- 
ated with  the  correct  application  and,  therefore,  could  result  in 
the  abandonment  of  the  correct  application. 

Supplemental  oaths  or  declarations  in  accordance  with  37 
CFR  1.67  will  be  required  in  applications  in  which  the  oaths  or 
declarations  are  not  in  compliance  with  the  other  requirements 
of  37  CFR  1.63  but  contain  sufficient  information  to  identify 
the  specifications  to  which  they  apply  as  detailed  above. 

A  copy,  such  as  a  photocopy  or  facsimile  transmission,  of  an 
originally  executed  oath  or  declaration  is  acceptable  and  may 
be  filed.  In  the  event  that  a  copy  of  the  original  is  filed,  the 
original  should  be  retained  as  evidence  of  authenticity.  If  a 
question  of  authenticity  arises,  the  Patent  and  Trademark 
Office  may  require  submission  of  the  original.  See  37  CFR 
1.4(d)(2). 

See  MPEP  §  1896  for  the  identification  requirements  for  a 
declaration  filed  in  a  U.S.  national  stage  application  filed  under 
35  use  371. 


These  changes  will  appear  in  MPEP  §  601.01  in  the  next 
revision  of  the  Manual. 


July  13,  1995 


STEPHIN  G.  KUNIN 

Deputy  Assistant  Commissioner 

for  Patent  Policy  and  Projects 
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Use  of  Metric  System  of  Measurements 
in  Patent  Applications 


The  ability  of  the  United  States  to  compete  in  world  trade 
and  improve  our  trade  balance  is  becoming  more  important 
and  more  difficult  each  day  as  our  competitors  get  stronger. 
Presently,  the  United  States  is  the  only  industrial  country 
which  has  not  adopted  the  metric  system  of  weights  and 
measures.  The  lack  of  U.S.  goods  being  produced  and  pack- 
aged under  metric  standards  results  in  our  country  being  at  a 
competitive  disadvantage  in  world  markets. 

To  improve  our  competitiveness,  in  the  1988  trade  bill, 
Congress  established  metric  as  the  Nation's  "preferred  system 
of  units  for  United  States  trade  and  commerce,"  and  set  a  1992 
date  for  Federal  agencies  to  complete  their  transition  to  metric 
uses  in  "procurement,  grants  and  other  business  related  activi- 
ties". 

To  implement  the  congressional  designation  of  the  metric 
system  of  measurement  for  U.S.  trade  and  commerce,  the 
President  on  July  25,  1991,  issued  an  Executive  Order  (Metric 
Usage  in  Federal  Government  Programs)  for  the  Federal 
Government  to  lead  the  way  in  metric  usage.  The  Department 
of  Commerce  has  been  designated  as  the  lead  agency  respon- 
sible for  coordinating  usage  by  the  Federal  Government. 

The  Patent  and  Trademark  Office  (PTO)  does  not  currently 
require  weights  and  measures  in  patent  applications  to  be 
stated  in  the  metric  system.  However,  in  Section  608.01  of  the 
Manual  of  Patent  Examining  Procedure,  all  patent  appficants 
are  strongly  encouraged  to  use  either  (1)  only  metric  units  or 
(2)  inch-pound  units  together  with  their  metric  equivalents, 
when  describing  their  inventions  in  the  specifications  of  patent 
applications. 

In  the  spirit  of  the  Executive  Order,  the  PTO  reiterates  and 
emphasizes  strong  encouragement  for  patent  applicants  to  use 
the  metric  system  of  weights  and  measurements  in  patent 
applications.  At  some  future  time  when  there  has  been  a 
sufficient  conversion  to  metric  usage  by  U.S.  research  and 
development  industries,  the  PTO  will  consider  making  it  a 
requirement  that  patent  applicants  use  metric  units  in  patent 
applications. 


Jan.  15,  1992 


HARRY  F  MANBECK,  Jr. 

Assistant  Secretary  and  Commissioner 
of  Patents  and  Trademarks 

[1135  OG55] 


(85)  Department  of  Commerce 

Patent  and  Trademark  Office 
37  CFR  Part  5 

Patent  Law  Foreign  Filing  Amendments 

Agency:  Patent  and  Trademark  Office,  Commerce 

Action:  Notice  of  Final  Rulemaking 

Summary:  The  Patent  and  Trademark  Office  (Office)  is  amend- 
ing the  rules  of  practice  in  patent  cases  to  implement  the  Patent 
Law  Foreign  Filing  Amendments  Act  of  1988,  Subtitle  B  of 
Public  Law  100-418.  The  rules  reflect  changes  made  to  35 
U.S.C.  184  which  specify  that  a  hcense  is  not  required  to,  file 
amendments,  modifications,  and  supplements  containing  addi- 
tional subject  matter  to  a  previously  licensed  foreign  patent 
application  if  such  amendments,  modifications,  and  supple- 
ments do  not  change  the  general  nature  of  the  invention 
disclosed  in  the  application  in  a  manner  which  would  require 
a  corresponding  United  States  patent  application  to  be  made 
available  for  national  security  inspection  under  35  U.S.C.  181. 
These  regulatory  changes  are  applicable  to  most  existing 
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foreign  filing  license  holders  if  their  patent  application  did  not 
undergo  security  inspection  under  35  U.S.C  181.  Also,  under 
the  rules,  a  retroactive  foreign  filing  license  may  be  granted  in 
situations  where  a  proscribed  foreign  filing  occurred  through 
error  and  without  deceptive  intent  as  opposed  to  the  earlier 
standard  of  inadvertence. 

Effective  Date:  Feb.  19,  1991. 

Supplementary  Information:  A  notice  of  proposed  rulemaking 
was  published  in  the  Federal  Register  at  55  Fed.  Reg. 
24270-24275  (June  15,  1990)  and  at  1116  Official  Gazette 
21-25  (July  10,  1990).  No  oral  hearing  was  held.  Three  written 
comments  on  the  proposed  rulemaking  were  received.  The 
conmients  received  and  rephes  thereto  are  listed  below. 

The  rules  are  intended  to  implement  the  Patent  Law  Foreign 
Filing  Amendments  Act  of  1988,  Subtitle  B  of  Public  Law 
100-418  (hereinafter  the  Act),  which  amended  §§  184,  185  and 
186  of  Title  35,  United  States  Code,  in  order  to  simplify  the 
procedures  for  United  States  inventors  filing  and  prosecuting 
patent  appUcations  in  foreign  countries.  The  Office  has  not 
made  any  rule  changes  to  implement  the  amendments  to  35 
U.S.C.  185  or  186  since  these  changes  affect  matters  outside  its 
jurisdiction. 

Section  184  of  Title  35  is  intended  to  protect  United  States 
national  security  interests  by  preventing  the  disclosure  of 
potentially  sensitive  inventions  made  in  the  United  States  to 
foreign  nationals  by  the  act  of  filing  a  patent  application  in 
foreign  countries.  An  inventor  may  not  apply  for  a  foreign 
patent  on  an  invention  made  in  the  United  States  until  at  least 
six  (6)  months  after  the  inventor  has  filed  a  United  States 
patent  application  unless  the  inventor  receives  a  license  from 
the  Office  permitting  an  earlier  foreign  filing.  This  six  month 
period  assures  the  Office  the  opportunity  to  screen  applications 
for  information  the  disclosure  of  which  might  be  detrimental  to 
the  national  security.  Also,  §  184,  as  originally  enacted, 
authorized  the  Office  to  grant  a  retroactive  license  for  an 
unlicensed  foreign  filing  of  a  patent  application  if  the  foreign 
filing  was  inadvertent  and  if  the  disclosure  of  the  subject 
matter  in  the  application  would  not  be  detrimental  to  United 
States  security  interests. 

The  original  regulatory  implementation  of  35  U.S.C.  184 
required  applicants  to  obtain  a  license  not  only  for  the  original 
foreign  patent  apphcation  but  also  for  the  filing  of  almost  any 
information  in  support  of  the  application,  thereby  creating 
administrative  problems  for  United  States  inventors  seeking 
foreign  patent  protection.  For  example,  foreign  patent  offices 
often  demand  that  additional  technical  data,  such  as  the 
melting  point  of  a  chemical,  be  added  to  a  patent  application. 
An  additional  foreign  filing  license  was  usually  required  before 
the  inventor  could  submit  modifications,  amendments,  or 
supplements  to  a  previously  licensed  foreign  patent  applica- 
tion, regardless  of  how  trivial  the  change  might  be. 

Recognizing  the  problems  involved  in  obtaining  these  addi- 
tional Ucenses,  the  Office  promulgated  rules  in  1984  (see  § 
5.15(a)  and  49  Fed.  Reg.  13456  (April  4,  1984))  to  streamline 
the  hcensing  procedure.  The  1984  rule  change  provided  that  an 
inventor  could  obtain  in  applications,  the  disclosure  of  the 
content  of  which  is  not  potentially  detrimental  to  United  States 
security  interests,  a  license  which  permitted  the  foreign  filing 
of  modifications,  amendments,  and  supplements  without  fur- 
ther licensing  if  such  changes  were  within  the  scope  or 
character  of  the  originally  licensed  invention  (§  5.15(a)).  The 
1984  rule  change,  however,  could  not  be  made  retroactive,  and 
therefore  had  no  effect  on  licenses  granted  under  the  old 
system.  If  an  applicant  wished  to  broaden  a  pre- April  4,  1984, 
foreign  filing  license  to  the  scope  allowed  by  §  5.15(a),  this 
involved  filing  a  separate  petition  under  §  5.15(c)  in  each 
apphcation. 

The  present  Act  clarifies  the  statutory  basis  for  the  current 
Patent  and  Trademark  Office  rules  by  providing  that  inventors, 
in  most  circumstances,  are  not  required  to  obtain  an  additional 
license  to  file  modifications,  amendments,  and  supplements  to 
their  foreign  applications  for  which  a  foreign  filing  license  has 
been  obtained  under  §  5.15(a).  Unlike  the  previous  Office 
rules,  these  rules  broaden  the  scope  of  most  existing  licenses, 
provided  that  the  conditions  contained  in  the  Act  are  met. 

The  Act  and  these  rules  also  address  difficulties  associated 
with  attempts  to  procure  a  retroactive  foreign  filing  license. 
Some  applicants  faced  loss  of  their  patent  rights  due  to 


improper  foreign  filings  even  though  they  believed,  in  good 
faith,  that  a  license  was  not  necessary  for  certain  minor 
changes  to  their  foreign  application.  Court  decisions  have  held 
that  supplemental  information  filed  abroad  was  exempt  from 
the  license  requirement  only  when  it  was  recited  verbatim  in 
the  United  States  patent  application,  or  was  so  commonly 
known  that  it  could  have  been  said  to  have  been  expressly 
disclosed  in  the  United  States  application.  In  re  Gaertner,  604 
F2d  1348,  202  USPQ  714  (CCPA  1979).  If  a  patent  applicant 
did  not  obtain  a  foreign  filing  license  from  the  Office,  any 
corresponding  United  States  patent  was  at  risk  of  being  held 
invalid  under  35  U.S.C.  185  if  technical  information  was  added 
to  the  foreign  application,  even  if  the  technical  information 
was  completely  unrelated  to  United  States  security  interests. 

Loss  of  United  States  patent  rights  subsequent  to  an  "inad- 
vertent" unlicensed  foreign  filing  could  be  avoided  if  a 
retroactive  license  was  obtained  under  35  U.S.C.  184.  Twin 
Disc,  Inc.  V.  United  States,  10  CI.  Ct.  713,  231  USPQ  417  (Ct. 
CI.  1986)  and  Minnesota  Mining  and  Manufacturing  Co.  v. 
Norton  Co.,  366  F2d  238,  151  USPQ  1  (6th  Cir.  1966),  cert, 
denied,  385  U.S.  1005  (1967).  While  the  Gaertner  decision 
defined  a  broad  range  of  circumstances  under  which  a  foreign 
filing  license  would  be  required,  other  court  decisions  made 
correction  of  licensing  errors  difficult  by  setting  forth  various 
strict  interpretations  of  the  standard  of  "inadvertence."  Com- 
pare Iron  Ore  Co.  of  Canada  v.  Dow  Chemical  Co.,  Ill  USPQ 
34  (D.  Utah  1972),  afTd,  500  F2d  189,  182  USPQ  520  (10th 
Cir.  1974)  and  Reese  v.  Dann,  391  F  Supp.  12,  185  USPQ  492 
(D.D.C.  1975).  An  inventor  could  fail  to  meet  the  standard  of 
"inadvertence"  even  if  the  information  disclosed  was  not 
significant  in  nature  and  did  not  contain  any  sensitive  national 
security  information.  For  example,  one  decision  suggested  that 
the  filing  of  information  abroad  was  intentional  because  the 
inventor  first  considered  the  applicability  of  184.  Shelco,  Inc. 
V.  Dow  Chemical  Co.,  322  F  Supp.  485,  168  USPQ  395  (N.D. 
111.  1970),  aff'd,  466  F2d  613,  173  USPQ  451  (7th  Cir.  1972), 
cert,  denied,  409  U.S.  876  (1972).  Under  the  Shelco  standard, 
if  supplemental  information  had  been  filed  abroad  as  a  con- 
sidered, willful  act,  even  though  done  through  error  in  the 
behef  that  the  information  disclosed  abroad  did  not  exceed  the 
scope  of  the  disclosure  in  the  United  States  patent  application, 
the  filing  would  not  be  "inadvertent";  and,  therefore,  the 
subject  information  could  not  qualify  for  a  retroactive  license. 

The  Act  addresses  these  problems,  and  the  rules  implement 
the  intention  of  the  Act.  The  Act  changes  the  language  of  the 
statute  to  provide  that  an  inventor  may  receive  a  retroactive 
license  if  the  inventor  can  show  that  the  premature  filing  of  a 
foreign  patent  application,  or  the  submission  of  supplemental 
information  in  support  of  a  foreign  patent  application,  was 
made  "through  error  and  without  deceptive  intent."  This 
criterion  is  equivalent  to  that  for  reissue  of  a  patent  under  35 
U.S.C.  251  to  correct  errors  made  without  any  deceptive 
intention.  The  reissue  error  requirement  has  been  considered 
by  the  courts.  See,  e.g..  In  re  Weiler,  790  F2d  1576,  229  USPQ 
673  (Fed.  Cir.  1986)  and  In  re  Wadlinqer  496  F2d  1200,  181 
USPQ  826  (CCPA  1974).  The  applicant  for  a  retroactive 
license  also  must  show  that  the  foreign  filing  did  not  disclose 
any  information  detrimental  to  the  national  security  and  that 
diligence  was  exercised  in  seeking  a  retroactive  license  once 
the  applicant  became  aware  of  the  proscribed  foreign  fifing. 

The  Act  became  effective  on  August  23,  1988,  but  it  does  not 
affect  any  final  decision  made  by  the  Office  or  a  court,  nor  the 
rights  or  liabiUties  of  any  party  under  a  patent  in  a  case 
pending  before  a  court  on  the  above  date  or  under  any 
subsequent  patent  deriving  priority  rights  from  such  patent 
under  35  U.S.C.  120  or  1 2 1 .  Therefore,  the  retroactive  effect  of 
the  Act  and  the  rules  is  limited. 

Comments  on  the  Proposed  Rules 

Comment 

One  comment  stated  that  the  discussion  in  the  proposed 
rulemaking  of  the  modification  of  the  standard  for  obtaining  a 
retroactive  license  from  inadvertence  to  "through  error  and 
without  deceptive  intent"  should  have  included  a  reference  to 
In  re  Wadlinger,  492  F2d  1200,  181  USPQ  826  (CCPA  1974) 
rather  than  to  In  re  Weiler,  790  F2d  1576,  229  U8PQ  673  (Fed. 
Cir.  1986)  The  comment  stated  that  Wadlinger  was  a  more 
appropriate  and  illustrative  case  because  it  discusses  more 
fully  the  meaning  of  the  term  "error"  as  encompassing  "inad- 
vertence, accident  or  mistake"  and  as  having  a  very  broad 
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meaning.  The  comment  also  noted  that  Wadlinger  was  refer- 
enced in  comments  made  in  the  hearing  on  the  proposed 
legislation  as  indicative  of  the  reissue  standard  being  applied  to 
retroactive  license  requests 

Reply 

A  citation  to  In  re  Wadlinger  has  been  added  to  the  citation 
of  In  re  Weiler  in  the  discussion  of  the  final  rules.  It  was  not  the 
intent  of  the  Ofl&ce  by  citing  the  Weiler  case  to  suggest  that 
decisions  on  petitions  for  the  grant  of  retroactive  licenses 
would  be  limited  by  that  case.  Decisions  are  based  on  the 
particular  facts  in  each  case  and  the  entire  body  of  law  with 
respect  to  the  standard  of  "through  error  and  without  deceptive 
intent." 

Comment 

A  comment  stated  that  the  Office  should  provide  additional 
examples  in  the  explanatory  text  in  the  final  rule  as  to  changes 
that  may  be  made  to  foreign  applications  that  have  been 
licensed  under  37  CFR  5.15(a)  without  obtaining  any  addi- 
tional license.  The  comment  pointed  out  that  examples  were 
given  in  the  1984  rulemaking. 

Reply 

The  hst  of  examples  presented  at  the  time  that  37  CFR 
5.15(a)  was  adopted  in  1984  was  not  intended  to  be  all- 
inclusive.  The  Office  is  not  aware  of  any  judicial  decisions 
setting  limits  to  changes  that  may  be  made  under  a  5.15(a) 
license.  Depending  on  the  nature  and  the  criticality,  changes  in 
temperature,  portions,  size,  etc.,  outside  of  a  previously  dis- 
closed value  or  range  that  do  not  change  the  general  nature  of 
the  invention  from  what  was  previously  disclosed  are  within 
the  scope  of  a  5.15(a)  license.  However,  if  the  newly  disclosed 
value  or  range  does  change  the  general  nature  of  the  invention 
from  that  of  the  originally  disclosed  value  or  range,  then  a 
separate  license  is  required.  Likewise,  new  species  or  subcom- 
binations of  a  previously  disclosed  genus  or  combination 
would  appear  to  require  an  additional  hcense  to  include  such  a 
change  in  a  foreign  application. 

Comment 

One  comment  stated  that  the  Office  should  provide  clarifi- 
cation of  the  attorney's  ability  to  make  decisions  as  to  whether 
or  not  the  added  subject  matter,  in  his  opinion,  changes  the 
general  nature  of  the  invention. 

Reply 

Not  only  does  the  attorney  have  the  abihty  to  make  the 
decision  as  to  whether  or  not  the  additional  subject  matter 
changes  the  general  nature  of  the  invention,  the  attorney  has 
the  responsibility  to  do  so.  The  Office  will  not  give  advisory 
opinions  on  whether  an  additional  license  is  necessary,  and  will 
treat  any  provisional  requests  for  a  prospective  or  retroactive 
license  as  a  request  for  a  license.  The  procedure  of  the  Office 
resolving  any  questions  as  to  the  security  inspection  status  of 
any  changes  to  previously  licensed  material  is  intended  to 
apply  only  to  those  changes  that  have  been  submitted  to  the 
Office,  i.e.,  the  Office  will  reply  to  any  inquiry  as  to  whether 
previously  submitted  subject  matter  underwent,  or  should  have 
undergone,  security  review. 

Comment 

One  comment  questioned  what  would  happen  if  an  attorney 
on  considered  judgment,  honestly  believed  that  a  supplement 
did  not  change  the  general  nature  of  a  licensed  invention,  but 
that  judgment  later  proved  to  be  erroneous. 

Reply 

The  Act  and  the  rules  now  provide  for  a  retroactive  license 
to  be  granted  in  situations  where  it  can  be  shown  that  a  filing 
was  made  without  a  license  through  error  and  without  decep- 
tive intent.  Thus,  a  retroactive  license  could  be  sought  under  § 

5.25. 

Discussion  Of  Specific  Rule  Changes 

Section  5.11(a),  as  amended,  specifies  when  a  license  is 
required  before  filing  any  foreign  apphcation  for  patent, 
including  any  modifications,  amendments  and  supplements  or 


divisions  thereof.  Section  5.11(a)  adopts  the  statutory  defini- 
tion of  "apphcation"  in  35  U.S.C.  184.  Also,  the  rule,  as 
amended,  clarifies  that  the  provisions  of  this  section  apply  only 
to  inventions  made  in  the  United  States  as  stated  in  35  U.S.C. 
184.  However,  where  an  improvement  or  modification  to  a 
foreign-origin  invention  is  made  in  the  United  States,  a  license 
would  be  required  for  the  additional  subject  matter.  The 
language  proposed  for  §  5.11(e)(3)  has  been  redrafted  for 
clarity  but  still  provides  that  an  inventor  need  not  obtain  a 
supplemental  license  to  file  modifications,  amendments  and 
supplements  containing  subject  matter  not  disclosed  in,  or 
divisions  of,  a  foreign  application  for  which  an  initial  foreign 
filing  license  was  not  required,  as  long  as  the  corresponding 
United  States  application  was  not  required  to  be  made  avail- 
able for  inspection  under  35  U.S.C.  181  and  §  5.1  and  the 
changes  did  not  alter  the  general  nature  of  the  invention  in  a 
manner  which  would  requke  the  United  States  application  to 
have  been  made  available  for  inspection  under  35  U.S.C.  181 
and  §  5.1.  The  need  for  a  supplemental  hcense  depends  on 
whether  the  changes  altered  the  general  nature  of  the  invention, 
rather  than  the  label  applied  to  the  changes,  i.e.,  "Continua- 
tion", "Continuation  In-Part",  "Division",  etc. 

Authorized  parties  may  determine  whether  a  particular 
application  was  forwarded  to  the  defense  agencies  for  inspec- 
tion under  35  U.S  C.  181  either  by  reviewing  the  filing  receipt 
to  determine  if  a  license  is  or  was  granted,  in  which  case 
security  inspection  did  not  occur,  or  by  reviewing  the  file 
wrapper  to  determine  if  an  access  acknowledgment  under  35 
U.S.C.  181  is  present,  in  which  case  security  inspection  did 
occur.  If  verification  of  the  security  inspection  status  of  an 
application  is  needed,  the  authorized  parties  may  submit  a 
written  request  therefor  to  the  Office,  directed  to  the  attention 
of  Licensing  and  Review.  A  written  response  from  the  Office 
will  be  issued.  In  the  event  Office  records  are  not  available,  a 
de  novo  determination  by  the  Office  will  be  made  of  the  need 
for  defense  agency  inspection  under  the  present  national 
security  standards.  If  security  inspection  was  not  required 
under  35  U.S.C.  181,  then  the  provisions  of  the  Act  will 
convert  a  previously  granted  or  impUed  license  into  one  having 
the  scope  of  proposed  §  5.15(a). 

Section  5.15(a),  as  amended,  adopts  the  specific  provisions 
of  the  Act  and  clarifies  the  existing  rules  by  expressly  stating 
that  the  license  provisions  of  the  paragraph  are  applicable  to 
United  States  applications  which  were  not  required  to  be  made 
available  for  inspection  under  35  U.S.C.  181  and  §  5.1.  The 
inspection  provisions  of  35  U.S.C.  181  delegate  to  the  Com- 
missioner of  Patents  and  Trademarks  the  authority  to  decide 
which  applications  will  be  forwarded  to  United  States  defense 
agencies  for  national  security  inspection  when  the  Government 
has  no  property  interest  in  the  invention.  The  fact  that  an 
application  was  forwarded  to  the  defense  agencies  does  not 
necessarily  mean  that  the  application  was  properly  within  the 
inspection  scope  of  35  U.S.C.  181.  Thus,  if  an  application  was 
not  required  to  be  inspected  but  was  inspected  by  mistake,  it  is 
ehgible  for  such  a  license.  The  changes  to  the  regulation 
expressly  apply  to  modifications,  amendments,  and  supple- 
ments to  a  previously  hcensed  foreign  application,  and  divi- 
sions thereof,  provided  the  not  alter  the  general  nature  of  the 
invention  in  a  manner  which  would  require  a  corresponding 
United  States  application  to  have  been  made  available  for 
inspection  under  35  U.S.C.  181. 

The  language  of  §  5.15(a)(1)  also  has  been  clarified.  If  the 
filing  of  the  foreign  application  was  pursuant  to  a  hcense 
granted  under  §  5.15  and  issued  prior  to  pubUcation  of  the 
notice  in  the  Federal  Register  at  49  Fed.  Reg.  13456  (April  4, 
1984)  for  subject  matter  which  was  not  appropriate  for 
inspection  under  35  U.S.C.  181,  the  license  is  now  expanded  to 
cover  amendments,  modifications,  and  supplements  thereto,  or 
divisions  thereof,  which  do  not  change  the  general  nature  of 
the  invention  in  a  manner  which  would  require  such  applica- 
tion to  be  made  available  for  security  inspection  under  35 
U.S.C.  181.  Also,  paragraphs  (a)(3)  and  (a)(4)  of  §  5.15  have 
been  merged  in  order  to  more  clearly  define  the  type  of 
subsequent  changes  to  a  previously  licensed  foreign  patent 
application  which  may  be  filed  without  any  additional  hcense. 
In  particular,  it  is  made  clear  that  these  changes  must  not  be 
such  as  to  require  the  apphcation  to  be  made  available  for 
security  inspection.  Any  questions  about  the  security  inspec- 
tion status  of  any  application  or  amendments,  modifications, 
and  supplements  thereto,  or  divisions  thereof,  will  be  handled 
in  the  manner  as  described  above. 
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Section  5.15(b),  as  amended,  clarifies  the  existing  rule  by 
expressly  stating  that  the  license  provisions  of  §  5.12(b)  are 
applicable  to  United  States  applications  which  were  required  to 
be  made  available  for  inspection  under  35  U.S.C.  181  and  § 
5.1.  The  amendments  also  clarify  the  language  of  the  para- 
graph and  indicate  that  the  more  restrictive  license  under  this 
paragraph  includes  authority  to  take  actions  in  the  foreign  or 
international  apphcation,  provided  subject  matter  additional  to 
that  covered  by  the  hcense  is  not  involved  Section  5.15(c),  as 
amended,  clarifies  the  existing  rule  by  expressly  stating  that  the 
granting  of  a  §  5.15(a)  scope  to  a  license  under  §  5.15(b)  and 
conversion  provisions  of  this  paragraph  are  only  applicable  to 
material  submitted  under  §  5.13  or  United  States  apphcations, 
which  are  not,  or  were  not,  required  to  be  made  available  for 
inspection  under  35  U.S.C.  181  and  §  5.1. 

Sections  5.15(e)  and  (f),  as  amended,  substitute  a  reference 
to  §  5.15(a)(3)  rather  than  to  §  5.15(a)(4)  which  has  been 
ehminated  as  a  separate  paragraph.  Paragraph  (e)  also  has  been 
amended  to  state  that  changes  to  the  general  nature  of  the 
invention,  which  would  require  the  application  to  have  been 
made  available  for  inspection  under  35  U.S.C.  181  and  §  5.1, 
require  a  separate  license. 

Section  5.25(a),  as  amended,  provides  that  the  inventor  may 
receive  a  retroactive  license  if  the  inventor  can  show  that  the 
premature  filing  of  papers  in  a  foreign  patent  office  was  made 
through  error  and  without  deceptive  intent.  This  criterion  is  the 
same  as  that  for  "error  without  any  deceptive  intention"  for 
reissue  of  a  patent  and  replaces  the  previous  standard  of 
inadvertence.  This  section  also  has  been  amended  to  clarify 
that  each  country  in  which  a  proscribed  filing  occurred  must  be 
listed  in  a  petition  for  retroactive  license.  Also,  the  rule  has 
been  amended  to  define  a  verified  statement  as  being  in  the 
form  of  either  an  oath  or  a  declaration.  Finally,  the  rule  has 
been  clarified  by  defining  the  period  over  which  error  without 
deceptive  intent  must  be  shown  as  being  the  time  leading  up  to 
and  including  the  proscribed  foreign  filing. 

Other  Considerations 

The  rule  change  is  in  conformity  with  the  requirements  of 
the  Regulatory  Flexibility  Act,  5  U.S.C.  601  et  seq..  Executive 
Orders  12291  and  12612,  and  the  Paperwork  Reduction  Act  of 
1980,  44  U.S.C.  3501  et  seq. 

The  General  Counsel  of  the  Department  of  Commerce  has 
certified  to  the  Acting  Chief  Counsel  for  Advocacy,  Small 
Business  Administration,  that  the  rule  change  will  not  have  a 
significant  adverse  economic  impact  on  a  substantial  number 
of  small  entities  (Regulatory  Flexibility  Act,  5  U.S.C.  605(b)) 
because  the  rules  simplify  the  procedures  for  all  United  States 
inventors  who  file  and  prosecute  applications  in  foreign 
countries. 

The  Patent  and  Trademark  Office  has  determined  that  this 
rule  change  is  not  a  major  rule  under  Executive  Order  12291. 
The  annual  effect  on  the  economy  will  be  less  than  $100 
million.  There  will  be  no  major  increase  in  costs  or  prices  for 
consumers,  individuals,  industries.  Federal,  state  or  local 
government  agencies,  or  geographic  regions.  There  will  be  no 
significant  adverse  effects  on  competition,  employment,  in- 
vestment, productivity,  innovation,  or  on  the  ability  of  the 
United  States-based  enterprises  to  compete  with  foreign-based 
enterprises  in  domestic  or  export  markets. 

The  Patent  and  Trademark  Office  has  also  determined  that 
this  notice  has  no  Federalism  implications  affecting  the  rela- 
tionship between  the  National  Government  and  the  States  as 
outhned  in  Executive  Order  12612. 

These  rules  contain  a  collection  of  information  requirement 
subject  to  the  Paperwork  Reduction  Act  which  has  previously 
been  approved  by  the  Office  of  Management  and  Budget  under 
Control  No.  0651-0011  with  an  expiration  date  of  March  31, 
1993.  The  average  time  for  each  petition  for  license  under 
51.12(b)  or  5.25  is  estimated  to  be  approximately  thirty  (30) 
minutes,  including  time  for  reviewing  instructions,  gathering 
and  maintaining  data  needed,  and  completing  and  reviewing 
the  petition  submission.  Send  comments  regarding  this  burden 
estimate  to  the  Patent  and  Trademark  Office,  Office  of  Man- 
agement and  Organization,  Washington,  D.C.  20231,  and  the 
Office  of  Management  and  Budget,  Washington,  D.C.  20503 
(Attention:  Paperwork  Reduction  Project  0651-0011). 


List  Of  Subjects 

37  CFR  Part  5 

Classified  information,  Exports,  Foreign  relations.  Inven- 
tions and  patents. 

For  the  reasons  set  forth  in  the  preamble,  37  CFR  Part  5  is 
amended  as  set  forth  below. 

PART  5  -  SECRECY  OF  CERTAIN  INVENTIONS 

AND  LICENSES  TO  EXPORT  AND  FILE 

APPLICATIONS  IN  FOREIGN  COUNTRIES 

1.  The  authority  citation  for  Part  5  is  revised  to  read  as 
follows: 

Authority:  35  U.S.C.  6,  41,  181-188,  as  amended  by  the 
Patent  Law  Foreign  Filing  Amendments  Act  of  1988,  Pub.  L. 
100-418  102  Stat.  1567;  the  Arms  Export  Control  Act,  as 
amended,  22  U.S.  C.  2751  et  seq.,  the  Atomic  Energy  Act  of 
1954,  as  amended,  42  U.  S.C.  2011  et  seq.,  and  the  Nuclear 
Non-Proliferation  Act  of  1978,  22  U.S.C.  3201  et  seq.,  and  the 
delegations  in  the  regulations  under  these  acts  to  the  Commis- 
sioner (15  CFR  370.10(j),  22  CFR  125.04,  and  10  CFR  810.7). 

2.  Section  5.11,  paragraphs  (a)  and  (e),  are  revised  to  read  as 
follows: 

§  5.11  License  for  filing  in  a  foreign  country  an  application 
on  an  invention  made  in  the  United  States  or  for  transmit- 
ting an  international  application. 

(a)  A  license  from  the  Commissioner  of  Patents  and  Trade- 
marks under  35  U.S.C.  184  is  required  before  filing  any 
application  for  patent  including  any  modifications,  amend- 
ments, or  supplements  thereto  or  divisions  thereof  or  for  the 
registration  of  a  utility  model,  industrial  design,  or  model,  in  a 
foreign  patent  office  or  any  foreign  patent  agency  or  any 
international  agency  other  than  the  United  States  Receiving 
Office,  if  the  invention  was  made  in  the  United  States  and: 

(1)  An  application  on  the  invention  has  been  on  file  in  the 
United  States  less  than  six  months  prior  to  the  date  on  which 
the  application  is  to  be  filed,  or 

(2)  No  application  on  the  invention  has  been  filed  in  the 
United  States. 

(e)  No  license  pursuant  to  paragraph  (a)  of  this  section  is 
required: 

(1)  If  the  invention  was  not  made  in  the  United  States,  or 

(2)  If  the  corresponding  United  States  application  is  not 
subject  to  a  secrecy  order  under  §  5.2,  and  was  filed  at  least  six 
months  prior  to  the  date  on  which  the  application  is  filed  in  a 
foreign  country,  or 

(3)  For  subsequent  modifications,  amendments  and  supple- 
ments containing  additional  subject  matter  to,  or  divisions  of, 
a  foreign  patent  application  if: 

(i)  a  license  is  not,  or  was  not,  required  under  paragraph 
(e)(2)  of  this  section  for  the  foreign  patent  application; 

(ii)  the  corresponding  United  States  application  was  not 
required  to  be  made  available  for  inspection  under  35  U.S.C. 
181  and  §  §  5.1;  and 

(iii)  such  modifications,  amendments,  and  supplements  do 
not,  or  did  not,  change  the  general  nature  of  the  invention  in  a 
manner  which  would  require  any  corresponding  United  States 
application  to  be  or  have  been  available  for  inspection  under 
35  U.S.C.  181  and  §  §  5.1. 


3.  Section  §  5.15,  paragraphs  (a),  (b),  (c),  (e)  and  (f),  are 
revised  to  read  as  follows: 


1280  OG  104 
(86) 


OFFICIAL  GAZETTE 


March  2,  2004 


§  5.15  Scope  of  license. 

(a)  Applications  or  other  materials  reviewed  pursuant  to  § 
5.12  through  §  5.14,  which  were  not  required  to  be  made 
available  for  inspection  by  defense  agencies  under  35  U.S.C. 
181  and  §  5.1,  will  be  eligible  for  a  license  of  the  scope 
provided  in  this  paragraph.  This  license  permits  subsequent 
modifications,  amendments,  and  supplements  containing  addi- 
tional subject  matter  to,  or  divisions  of,  a  foreign  patent 
application,  if  such  changes  to  the  application  do  not  alter  the 
general  nature  of  the  invention  in  a  manner  which  would 
require  the  United  States  appUcation  to  have  been  made 
available  for  inspection  under  35  U.S.C.  181  and  §  5.1.  This 
license  also  covers  the  inventions  disclosed  in  foreign  appli- 
cations which  had  been  granted  a  license  under  this  part  prior 
to  April  4,  1984,  and  which  were  not  subject  to  security 
inspection  under  35  U.S.C.  181  and  §  5.1.  Grant  of  this  license 
authorizes  the  export  and  filing  of  an  application  in  a  foreign 
country  or  the  transmitting  of  an  international  appUcation  to 
any  patent  agency  orintemational  patent  agency  when  the 
subject  matter  of  the  foreign  or  international  application 
corresponds  to  that  of  the  domestic  application.  This  license 
includes  authority: 

(1)  To  export  and  file  all  duplicate  and  formal  application 
papers  in  foreign  countries  or  with  international  agencies; 

(2)  To  make  amendments,  modifications,  and  supplements, 
including  divisions,  changes  or  supporting  matter  consisting  of 
the  illustration,  exemplification,  comparison,  or  explanation  of 
subject  matter  disclosed  in  the  application;  and 

(3)  To  take  any  action  in  the  prosecution  of  the  foreign  or 
international  application  provided  that  the  adding  of  subject 
matter  or  taking  of  any  action  under  paragraphs  (a)(1)  and  (2) 
of  this  section  does  not  change  the  general  nature  of  the 
invention  disclosed  in  the  application  in  a  manner  which  would 
require  such  application  to  have  been  made  available  for 
inspection  under  35  U.S.C.  181  and  §  5.1  by  including 
technical  data  pertaining  to: 

(i)  Defense  services  or  articles  designated  in  the  United 
States  Munitions  List  applicable  at  the  time  of  foreign  filing, 
the  unlicensed  exportation  of  which  is  prohibited  pursuant  to 
the  Arms  Export  Control  Act,  as  amended,  and  22  CFR  Parts 
121  through  130;  or 

(ii)  Restricted  Data,  sensitive  nuclear  technology  or  technol- 
ogy useful  in  the  production  or  utilization  of  special  nuclear 
material  or  atomic  energy,  the  dissemination  of  which  is 
subject  to  restrictions  of  the  Atomic  Energy  Act  of  1954,  as 
amended,  and  the  Nuclear  Non-Proliferation  Act  of  1978,  as 
implemented  by  the  regulations  for  Unclassified  Activities  in 
Foreign  Atomic  Energy  Programs,  10  CFR  Part  810,  in  effect 
at  the  time  of  foreign  filing. 

(b)  Apphcations  or  other  materials  which  were  required  to 
be  made  available  for  inspection  under  35  U.S.C.  181  and  §  5.1 
will  be  eligible  for  a  hcense  of  the  scope  provided  in  this 
paragraph.  Grant  of  this  license  authorizes  the  export  and  filing 
of  an  application  in  a  foreign  country  or  the  transmitting  of  an 
international  application  to  any  foreign  patent  agency  or 
international  patent  agency.  Further,  this  license  includes 
authority  to  export  and  file  all  duplicate  and  formal  papers  in 
foreign  countries  or  with  foreign  and  international  patent 
agencies  and  to  make  amendments,  modifications,  and  supple- 
ments to,  file  divisions  of,  and  take  any  action  in  the  prosecu- 
tion of  the  foreign  or  international  application,  provided 
subject  matter  additional  to  that  covered  by  the  hcense  is  not 
involved. 

(c)  A  license  granted  under  §  5.12(b)  pursuant  to  §  5.13  or 
§  5.14  shall  have  the  scope  indicated  in  paragraph  (a)  of  this 
section,  if  it  is  so  specified  in  the  license.  A  petition,  accom- 
panied by  the  required  fee  (1.17(h)),  may  also  be  filed  to 
change  a  license  having  the  scope  indicated  in  paragraph  (b)  of 
this  section  to  a  hcense  having  the  scope  indicated  in  para- 
graph (a)  of  this  section.  No  such  petition  will  be  granted  if  the 
copy  of  the  material  filed  pursuant  to  §  5.13  or  any  correspond- 
ing United  States  application  was  required  to  be  made  avail- 
able for  in-spection  under  35  U.S.C.  181  and  §  5.1.  The  change 
in  the  scope  of  a  license  will  be  effective  as  of  the  date  of  the 
grant  of  the  petition. 


(e)  Any  paper  filed  abroad  or  transmitted  to  an  international 
patent  agency  following  the  filing  of  a  foreign  or  international 
appUcation  which  changes  the  general  nature  of  the  subject 
matter  disclosed  at  the  time  of  filing  in  a  manner  which  would 
require  such  appUcation  to  have  been  made  available  for 
inspection  under  35  U.S.C.  181  and  §  5.1  or  which  involves  the 
disclosure  of  subject  matter  listed  in  paragraphs  (a)(3)(i)  or  (u) 
of  this  section  must  be  separately  Ucensed  in  the  same  manner 
as  a  foreign  or  international  appUcation.  Further,  if  no  Ucense 
has  been  granted  under  §  5.12(a)  on  filing  the  corresponding 
United  States  application,  any  paper  filed  abroad  or  with  an 
international  patent  agency  which  involves  the  disclosure  of 
additional  subject  matter  must  be  licensed  in  the  same  manner 
as  a  foreign  or  international  application. 

(f)  Licenses  separately  granted  in  connection  with  two  or 
more  United  States  appUcations  may  be  exercised  by  combin- 
ing or  dividing  the  disclosures,  as  desired,  provided: 

(1)  Subject  matter  which  changes  the  general  nature  of  the 
subject  matter  disclosed  at  the  time  of  filing  or  which  involves 
subject  matter  Usted  in  paragraphs  (a)(3)(i)  or  (u)  of  this 
section  is  not  introduced,  and 

(2)  In  the  case  where  at  least  one  of  the  licenses  was 
obtained  under§  5.12(b),  additional  subject  matter  is  not 
introduced. 

4.  Section  5.25,  paragraph  (a),  is  revised  to  read  as  foUows: 

§  5.25  Petition  for  retroactive  license 

(a)  A  petition  for  a  retroactive  Ucense  under  35  U.S.C.  184 
shall  be  presented  in  accordance  with  §  5.13  or  §  5.14  (a),  and 
shall  include: 

(1)  A  listing  of  each  of  the  foreign  countries  in  which  the 
unlicensed  patent  appUcation  material  was  filed, 

(2)  The  dates  on  which  the  material  was  filed  in  each 
country, 

(3)  A  verified  statement  (oath  or  declaration)  containing: 

(i)  An  averment'  that  the  subject  matter  in  question  was  not 
under  a  secrecy  order  at  the  time  it  was  filed  abroad,  and  that 
it  is  not  currently  under  a  secrecy  order, 

(ii)  A  showing  that  the  license  has  been  diligently  sought 
after  discovery  of  the  proscribed  foreign  fiUng,  and 

(iii)  An  explanation  of  why  the  material  was  filed  abroad 
through  error  and  without  deceptive  intent  without  the  required 
license  under  §  5.11  first  having  been  obtained,  and 

(4)  The  required  fee  (§  1.17(h)). 

The  above  explanation  must  include  a  showing  of  facts 
rather  than  a  mere  allegation  of  action  through  error  and 
without  deceptive  intent.  The  showing  of  facts  as  to  the  nature 
of  the  error  should  include  statements  by  those  persons  having 
personal  knowledge  of  the  acts  regarding  filing  in  a  foreign 
country  and  should  be  accompanied  by  copies  of  any  necessary 
supporting  documents  such  as  letters  of  transmittal  or  instruc- 
tions for  filing.  The  acts  which  are  alleged  to  constitute  error 
without  deceptive  intent  should  cover  the  period  leading  up  to 
and  including  each  of  the  proscribed  foreign  filings. 


Nov.  28,  1990 


HARRY  F.  MANBECK,  JR. 

Assistant  Secretary  and  Commissioner 

of  Patents  and  Trademarks 

[1123  OG  20] 


(86)  Revised  Guidelines  for  Usage  of 

Previously  Citedl/Considered  Prior  Art 
In  Reexamination  Proceedings 

The  present  notice  sets  forth  reexamination  policy  and 
practice  now  in  effect  as  a  result  of  the  revision  of  the 
reexamination  statute  made  by  Section  13105,  part  (a),  of  the 
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Patent  and  Trademark  Office  Authorization  Act  of  2002  (H.R. 
2215)  (Pub.  L.  107-273  (2002))  (hereinafter  referred  to  as  the 
"Act  of  2002").' 

In  the  decision  of  In  re  Portola  Packaging  Inc.,  110  F.3d 
786,  42  USPQ2d  1295  (Fed.  Cir.  1997),  prior  art  was  essen- 
tially precluded  from  being  applied  as  the  sole  basis  for 
providing  a  substantial  new  question  of  patentability  (SNQ)  in 
a  reexamination  proceeding  if  the  art  was:  (1)  relied  upon  to 
reject  any  claim  in  an  earlier  examination  of  the  patent;  or  (2) 
cited  in  an  earlier  examination  and  its  relevance  to  the 
patentability  of  any  claim  was  discussed  in  that  examination. 
Such  art  will  be  referred  to  as  "old  art"  throughout  the  present 
Notice.^ 

The  Act  of  2002  revised  the  reexamination  statute  by 
adding,  inter  alia,  the  following  new  last  sentence  of  35  U.S.C. 
§§  303(a)  and  312(a): 

"The  existence  of  a  substantial  new  question  of  patent- 
ability is  not  precluded  by  the  fact  that  a  patent  or  printed 
publication  was  previously  cited  by  or  to  the  Office  or 
considered  by  the  Office."  '"^ 

This  revision  made  by  the  Act  of  2002,  in  effect,  overruled 
the  Portola  Packaging  decision.^ 

The  effective  date  of  this  revision  is  stated  in  the  Act  of  2002 
as  follows: 

"The  amendments  made  by  this  section  shall  apply  with 
respect  to  any  determination  of  the  Director  of  the 
United  States  Patent  and  Trademark  Office  that  is  made 
under  section  303(a)  or  312(a)  of  title  35,  United  States 
Code,  on  or  after  the  date  of  enactment  of  this  Act." 
[Emphasis  added  in  bold] 

Accordingly,  for  any  reexamination  ordered  on  or  after 
November  2,  2002  (the  effective  date  of  the  statutory  revision), 
the  Office  is  hereby  repealing  the  Guidelines  for  Reexamina- 
tion of  Cases  in  View  of  In  re  Portola  Packaging,  Inc.,  110  F.Sd 
786,  42  USPQld  1295  (Fed.  Cir  1997),  64  Fed.  Reg.  15346 
(Mar.  31,  1999),  1223  Off.  Gaz.  Pat.  Office  124  (June  22,  1999) 
(notice),  which  were  promulgated  in  order  to  conform  with  the 
decision  of  In  re  Portola  Packaging  Inc.,  supra. 

Thus,  in  any  reexamination  ordered  on  or  after  November  2, 
2002,  reliance  on  old  art  does  not  necessarily  preclude  the 
existence  of  a  SNQ  that  is  based  exclusively  on  that  old  art. 
Determinations  on  whether  a  SNQ  exists  in  such  an  instance 
shall  be  based  upon  a  fact-specific  inquiry  done  on  a  case-by- 
case  basis.  For  example,  a  SNQ  may  be  based  solely  on  old  art 
where  the  old  art  is  being  presented/viewed  in  a  new  light,  or 
in  a  different  way,  as  compared  with  its  use  in  the  earlier 
concluded  examination(s),  in  view  of  a  material  new  argument 
or  interpretation  presented  in  the  request. 

FOR  FURTHER  INFORMATION  CONTACT:  Kenneth  M. 
Schor  or  Gerald  A.  Dost,  Senior  Legal  Advisors  in  the  Office 
of  Patent  Legal  Administration.  Kenneth  M.  Schor  may  be 
contacted  by  telephone  at  (703)  308-6710  or  by  e-mail 
addressed  to  KENNETH.SCHOR@USPTO.GOV.  Gerald  A. 
Dost  may  be  contacted  by  telephone  at  (703)  305-8610;  or  by 
e-mail  addressed  to  GERALD.DOST@USPTO.GOV. 

STEPHEN  G.  KUNIN 

Deputy  Commissioner  for 

Patent  Examination  Policy 

'  H.R.  2215  was  enacted  in  Public  Law  107-273,  21st  Century 
Department  of  Justice  Appropriations  Authorization  Act,  116 
Stat.  1758  (2002). 

^  This  term  "old  art"  was  coined  in  the  decision  of  In  re  Hinker 
Co.,  150  R3d  1362,  1365-66,  47  USPQ2d  1523,  1526  (Fed. 
Cir.  1998)  where  the  Court  stated  "[w]e  extended  that  holding 
in  In  re  Portola  Packaging  .  .  .  which  held  that  prior  art  that 
was  before  the  original  examiner  could  not  support  a  reexami- 
nation proceeding  despite  the  fact  that  it  was  not  the  basis  of  a 
rejection  in  the  original  prosecution;  as  long  as  the  art  was 
before  the  original  examiner  it  would  be  considered  'old  art'". 
[Emphasis  added] 


^  See  the  21st  Century  Department  of  Justice  Appropriations 
Authorization  Act,  TITLT  III-INTELLECTUAL  PROPERTY, 
Subtitle  A-Patent  and  Trademark  Office,  Section  13105,  part 
(a),  of  the  "Patent  and  Trademark  Office  Authorization  Act"  of 
2002-Enacted  as  part  of  Public  Law  107-273  on  November  2, 
2002. 

■*  The  amended  subsections  of  §§  303(a)  and  313(a)  now  read 
as  follows  (new  sentence  in  italics): 

35  U.S.C.  303  Determination  of  issue  by  Director. 

(a)  Within  three  months  following  the  filing  of  a  request  for 
reexamination  under  the  provisions  of  section  302  of  this  title, 
the  Director  will  determine  whether  a  substantial  new  question 
of  patentability  affecting  any  claim  of  the  patent  concerned  is 
raised  by  the  request,  with  or  without  consideration  of  other 
patents  or  printed  publications.  On  his  own  initiative,  and  any 
time,  the  Director  may  determine  whether  a  substantial  new 
question  of  patentability  is  raised  by  patents  and  publications 
discovered  by  him  or  cited  under  the  provisions  of  section  301 
of  this  title.  The  existence  of  a  substantial  new  question  of 
patentability  is  not  precluded  by  the  fact  that  a  patent  or 
printed  publication  was  previously  cited  by  or  to  the  Office  or 
considered  by  the  Office. 

35  U.S.C.  312  Determination  of  issue  by  Director 

(a)  REEXAMINATION.-  Not  later  than  3  months  after  the 
filing  of  a  request  for  inter  partes  reexamination  under  section 
311,  the  Director  shall  determine  whether  a  substantial  new 
question  of  patentability  affecting  any  claim  of  the  patent 
concerned  is  raised  by  the  request,  with  or  without  consider- 
ation of  other  patents  or  printed  publications.  The  existence  of 
a  substantial  new  question  of  patentability  is  not  precluded  by 
the  fact  that  a  patent  or  printed  publication  was  previously 
cited  by  or  to  the  Office  or  considered  by  the  Office. 

^  While  the  legislative  history  for  H.R.  2215  is  silent  as  to  this 
point,  the  legislative  history  for  the  precursor  bill  H.R.  1866 
clearly  does  make  the  point.  In  H.R.  1866,  the  same  sentence 
(as  in  H.R.  2215)  was  added  to  35  U.S.C.  303(a)  and  312(a), 
and  the  legislative  history  explicitly  stated  the  purpose  of  this 
addition  was  to  overrule  the  Portola  Packaging  decision.  See, 
for  example,  page  2  of  H.R.  1866,  House  Judiciary  Committee 
Report  Number  107-120  (June  28,  2001).  See  also  In  re  Robert 
T.  Bass,  314  F3d  575,  576-77,  65  USPQ2d  1156,  1157  (Fed. 
Cir.  2002),  where  the  Court  stated  in  the  sole  footnote: 

"On  November  2,  2002,  35  USC  §  303(a)  was  amended  by 
the  passage  of  Pub.  L.  No.  107-273,  §  13105,  (116  Stat.)  1758, 
1900,  to  add  "[t]he  existence  of  a  substantial  new  question  of 
patentability  is  not  precluded  by  the  fact  that  a  patent  or  printed 
publication  was  previously  cited  by  or  to  the  Office  or 
considered  by  the  Office,"  thereby  overruling  Portola  Packag- 
ing.'' 

^  See  the  21st  Century  Department  of  Justice  Appropriations 
Authorization  Act,  TITLE  III-INTELLECTUAL  PROPERTY, 
Subtitle  A-Patent  and  Trademark  Office,  Section  13105,  part 
(b),  of  the  "Patent  and  Trademark  Office  Authorization  Act  of 
2002"  -  Enacted  as  part  of  Public  Law  107-273  on  November 
2,  2002. 
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Patent  and  Trademark  OfiBce 

37  CFR  Part  1 

[Docket  No.:  2003-P-OOl] 

RIN  0651.AB57 


Changes  To  Implement  the  2002  Inter  Partes 

Reexamination  and  Other  Technical  Amendments  to  the 

Patent  Statute 

AGENCY:  Patent  and  Trademark  Office,  Commerce. 

ACTION:  Notice  of  proposed  rulemaking. 

SUMMARY:  The  21st  Century  Department  of  Justice  Appro- 
priations Authorization  Act  contains  a  title  relating  to  intellec- 
tual property.  The  patent-related  provisions  in  the  intellectual 
property   title  of  the  21st  Century  Department  of  Justice 
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Appropriations  Authorization  Act  include  provisions  permit- 
ting a  third  party  requester  in  an  inter  partes  reexamination 
proceeding  to  appeal  a  final  decision  by  the  Board  of  Patent 
Appeals  and  Interferences  (BPAI)  to  the  U.S.  Court  of  Appeals 
for  the  Federal  Circuit  (Federal  Circuit),  and  to  participate  in 
the  patent  owner's  appeal  of  a  final  decision  by  the  BPAI  to  the 
Federal  Circuit.  Also  included  are  technical  amendments  to 
statutory  provisions  directed  to  inter  partes  reexamination, 
18-month  publication  of  patent  applications  and  provisional 
rights,  and  issuance  of  patents.  The  United  States  Patent  and 
Trademark  Office  (Office)  is  in  this  notice  proposing  changes 
to  the  rules  of  practice  to  implement  the  patent-related  provi- 
sions of  the  21st  Century  Department  of  Justice  Appropriations 
Authorization  Act,  and  other  miscellaneous  changes  related  to 
appeals  in  reexamination  proceedings. 

DATES:  To  be  ensured  of  consideration,  written  comments 
must  be  received  on  or  before  June  27,  2003.  No  public 
hearing  will  be  held. 

ADDRESSES:  Comments  should  be  sent  by  electronic  mail 
message  over  the  Internet  addressed  to 
AB57Comments@uspto.gov.  Comments  may  also  be  submit- 
ted by  mail  addressed  to:  Box  Comments — Patents,  Commis- 
sioner for  Patents,  Washington,  DC  20231,  or  by  facsimile  to 
(703)  872-9408,  marked  to  the  attention  of  Kenneth  M.  Schor, 
Senior  Legal  Advisor.  Although  comments  may  be  submitted 
by  mail  or  facsimile,  the  Office  prefers  to  receive  comments 
via  the  Internet.  If  comments  are  submitted  by  mail,  the  Office 
prefers  that  the  comments  be  submitted  on  a  DOS  formatted  3 
1/2  inch  disk  accompanied  by  a  paper  copy. 

The  comments  will  be  available  for  public  inspection  at  the 
Office  of  the  Commissioner  for  Patents,  located  in  Crystal  Park 
2,  Suite  910,  2121  Crystal  Drive,  Arlington,  Virginia,  and  will 
be  available  through  anonymous  file  transfer  protocol  (ftp)  via 
the  Internet  (address:  http://www.uspto.gov).  Since  comments 
will  be  made  available  for  public  inspection,  information  that 
is  not  desired  to  be  made  public,  such  as  an  address  or  phone 
number,  should  not  be  included  in  the  comments. 

FOR  FURTHER  INFORMATION  CONTACT:  Kenneth 
M.  Schor  or  Gerald  A.  Dost,  Senior  Legal  Advisors.  Kenneth 
M.  Schor  may  be  contacted  by  telephone  at  (703)  308-6710;  by 
mail  addressed  to:  U.S.  Patent  and  Trademark  Office,  Box 
Comments — Patents,  Commissioner  for  Patents,  Washington, 
DC  20231,  marked  to  the  attention  of  Kenneth  M.  Schor;  by 
facsimile  transmission  to  (703)  872-9408,  marked  to  the 
attention  of  Kenneth  M.  Schor;  or  by  electronic  mail  message 
over  the  Internet  addressed  to  kenneth.schor@uspto.gov.  Ger- 
ald A.  Dost  may  be  contacted  by  telephone  at  (703)  305-8610; 
by  mail  addressed  to:  U.S.  Patent  and  Trademark  Office,  Box 
Comments — Patents,  Commissioner  for  Patents,  Washington, 
DC  20231,  marked  to  the  attention  of  Gerald  A.  Dost;  by 
facsimile  transmission  to  (703)  308-6916,  marked  to  the 
attention  of  Gerald  A.  Dost;  or  by  electronic  mail  message  over 
the  Internet  addressed  to  gerald.dost@uspto.gov. 

SUPPLEMENTARY  INFORMATION:  The  American  In 
ventors  Protection  Act  of  1999  (AIPA),  enacted  on  November 
29,  1999,  contained  a  number  of  changes  to  title  35,  United 
States  Code  (U.S.C).  See  Pub.  L.  106-113,  113  Stat.  1501, 
1501A-552  through  1501A-  591  (1999).  The  21st  Century 
Department  of  Justice  Appropriations  Authorization  Act,  en- 
acted on  November  2,  2002,  contained  technical  corrections  to 
the  AIPA  as  well  as  other  technical  amendments  to  title  35, 
U.S.C.  5ee  Pub.  L.  107-273,  116  Stat.  1758, 1899-1906(2002). 
This  notice  proposes  changes  to  the  rules  of  practice  in  title  37 
CFR  to  implement  the  patent-related  provisions  of  the  21st 
Century  Department  of  Justice  Appropriations  Authorization 
Act  (and  other  related  miscellaneous  changes). 

/.  Third  Party  Requester  Appeal  Rights  to  United  States 
Court  of  Appeals  for  the  Federal  Circuit:  Optional  inter  partes 
reexamination  was  newly  enacted  in  the  AIPA.  The  AIPA 
provided  that  the  patent  owner  in  an  inter  partes  reexamination 
could  appeal  a  decision  of  the  BPAI  (adverse  to  patent  owner) 
to  the  Federal  Circuit.  The  third  party  requester  of  the  inter 
partes  reexamination,  however,  was  specifically  precluded 
from  appealing  a  decision  of  the  BPAI  to  the  Federal  Circuit. 
35  U.S.C.  134(c).  In  addition,  no  provision  was  made  in  the 
statute  for  the  third  party  requester  to  be  a  party  to,  i.e., 
participate  in,  an  appeal  taken  by  the  patent  owner  to  the 
Federd  Circuit. 


The  Office  published  a  final  rule  in  December  of  2000 
revising  the  rules  of  practice  in  patent  cases  to  implement  the 
optional  inter  partes  reexamination  provisions  of  the  AIPA. 
See  Rules  to  Implement  Optional  Inter  Partes  Reexamination 
Proceedings,  65  FR  76755  (Dec.  7,  2000),  1242  Off.  Gaz.  Pat. 
Office  12  (Jan.  2,  2001)  (final  rule).  In  this  final  rule,  §  1.983 
was  promulgated  to  track  the  patent  owner's  statutory  right, 
under  35  U.S.C.  141,  to  appeal  to  the  Federal  Circuit  in  inter 
partes  reexamination  proceedings.  Because  the  third-party 
requester  of  an  inter  partes  reexamination  was  explicitly 
precluded  under  35  U.S.C.  134(c)  from  appealing  the  decision 
of  the  BPAI  to  the  Federal  Circuit,  no  such  provision  of  the 
rules  was  provided.  Likewise,  because  there  was  no  authority 
in  the  statute  for  the  third  party  requester  to  participate  in  an 
appeal  taken  by  the  patent  owner  to  the  Federal  Circuit,  no 
such  provision  of  the  rules  was  provided.  Finally,  because  the 
third-party  requester  of  an  inter  partes  reexamination  was 
precluded  under  35  U.S.C.  134(c)  from  appealing  the  decision 
of  the  BPAI  to  the  Federal  Circuit,  no  provision  in  the  rules 
concerning  patent  owner  participation  in  a  third-party  re- 
quester appeal  was  provided. 

Section  13106  of  Public  Law  107-273  grants  the  inter  partes 
reexamination  third  party  requester  the  right  to  appeal  an 
adverse  decision  of  the  BPAI  to  the  Federal  Circuit.  35  U.S.C. 
315(b)(1).  It  further  authorizes  the  third  party  requester  to  be  a 
party  to  any  appeal  taken  by  the  patent  owner  to  the  Federal 
Circuit.  35  U.S.C.  315(b)(1).  Moreover,  section  13106  also 
permits  the  patent  owner  to  be  a  party  to  an  appeal  taken  by  the 
third  party  requester  to  the  Federal  Circuit.  This  is  so  because 
35  U.S.C.  315(a)(2)  as  enacted  by  the  AIPA  states  that  the 
patent  owner  involved  in  an  inter  partes  reexamination  pro- 
ceeding "may  be  a  party  to  any  appeal  taken  by  a  third-party 
requester  under  subsection  (b)." 

It  is  being  proposed  that  §  1.983  be  amended  to  implement 
this  statutory  revision,  and  conforming/ancillary  amendments 
be  made  to  §§  1.301,  1.304,  and  1.979. 

//.  Technical  amendments  to  the  inter  partes  reexamination 
provisions  of  the  American  Inventors  Protection  Act  of  1999: 
Section  13202  of  Public  Law  107-273  made  technical  correc- 
tions to  statutory  provisions  directed  to  inter  partes  and  ex 
parte  reexamination.  Amendments  to  §§  1.191,  1.303,  and 
1.913  are  being  proposed  to  address  the  inter  partes  and  ex 
parte  reexamination  technical  corrections. 

///.  Other  miscellaneous  changes  made  as  to  reexamination: 
Additionally,  revision  of  the  inter  partes  reexamination  rules  is 
being  proposed  to  avoid  the  loss  of  appeal  rights  during 
appeals  to  the  BPAI  due  to  certain  inadvertent  errors  on  the 
part  of  the  patent  owner  or  third  party  requester.  Revision  of 
the  inter  partes  reexamination  rules  is  also  being  proposed  to 
expedite  the  prosecution  leading  to  the  appeal  stage.  Finally, 
revision  is  proposed  for  clarifying  the  inter  partes  and  ex  parte 
reexamination  appeal  rules.  Amendments  to  these  ends  are 
proposed  below  for  §§  1.302,  1.949,  1.953,  1.959,  1.965, 
1.967,  1.971,  and  1.977. 

TV.  Patent  and  Trademark  Efficiency  Act  Amendments:  Sec- 
tion 13203  of  Public  Law  107-273  is  directed  to  efficiency 
amendments  to  the  statute.  It  is  proposed  that  §  1.13(b)  be 
amended  to  eliminate  its  requirement  for  an  attestation  for 
certified  copies  of  documents,  similar  to  the  elimination  of  the 
attestation  requirement  in  35  U.S.C.  153  as  provided  in  section 
13203(c)  of  Public  Law  107-273. 

V^  Technical  amendment  related  to  eighteen-month  publica- 
tion of  applications  and  provisional  rights:  Sections  13203(c), 
13204  and  13205  of  PubUc  Law  107-273  made  technical 
corrections  to  provisions  directed  to  the  eighteen-month  pub- 
lication of  patent  applications  and  provisional  rights,  and  the 
issuance  of  patents.  The  proposed  changes  to  §§  1.14,  1.78, 
1.417,  and  1.495  are  directed  to  implementation  of  the  statu- 
tory revisions  made  by  these  sections  of  Public  Law  107-273. 

Section-by-Section  Discussion 

Section  1.1:  It  is  proposed  that  §  1.1(c)  be  amended  to 
provide  separate  mail  stops  for  ex  parte  reexamination  pro- 
ceedings and  for  inter  partes  reexamination  proceedings.  It  is 
also  proposed  that  §  1.1(c)  be  amended  to  make  it  clear  that  the 
mail  stop  for  ex  parte  reexamination  proceedings  is  only  for 
the  original  request  papers  for  ex  parte  reexamination.  The 
new  mail  stop  for  inter  partes  reexamination  would  be  for 
original  request  papers  and  all  subsequent  correspondence  filed 
in  the  Office  (other  than  correspondence  to  the  Office  of  the 
Solicitor  pursuant  to  §  1.1(a)(3)  and  §  1.302(c)),  since  the 
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nature  of  such  proceedings  is  complex  and  correspondence  is 
best  handled  at  a  central  location,  where  the  personnel  have 
specific  expertise  in  inter  partes  reexamination. 

Section  1.13:  It  is  proposed  that  §  1.13(b)  be  amended  to 
delete  "attested  by  an  officer  of  the  United  States  Patent  and 
Trademark  Office  authorized  by  the  Director."  Section 
13203(c)  of  Public  Law  107-273  eliminated  the  requirement  in 
35  U.S.C.  153  that  the  signature  of  the  Director  for  issued 
patents  be  attested  to  by  an  officer  of  the  Office.  To  achieve 
further  efficiencies,  it  is  proposed  that  certified  copies  of 
documents  would  no  longer  include  an  attestation  for  the 
Director's  signature.  Accordingly,  it  is  proposed  that  §  1.13(b) 
be  amended  to  eliminate  the  requirement  for  an  attestation  for 
certified  copies  of  documents. 

Section  1.14:  It  is  proposed  that  §  1.14(i)(2)  be  amended  by 
inserting  "of  the  publication"  after  "English  language  transla- 
tion" in  the  sole  sentence  of  the  paragraph.  Section  13204  of 
Public  Law  107-273  made  a  technical  change  to  the  provi- 
sional rights  provisions  of  the  patent  statute  as  to  international 
applications  to  clarify  that  a  translation  of  the  international 
publication,  as  opposed  to  the  international  application,  is 
required  to  be  filed  in  order  for  a  patent  owner  to  obtain 
provisional  rights  pursuant  to  35  U.S.C.  154(d).  In  view  of  this 
change  to  the  statute,  the  corresponding  reference  to  the 
translation  in  §  1.14  is  proposed  to  be  changed  to  add  "the 
publication  of  an  international  application"  after  "English 
language  translation  of."  In  addition,  it  is  proposed  that  the 
parenthetical  phrase  at  the  end  of  paragraph  (i)(2),  referencing 
the  fee  for  a  copy  of  a  document  in  a  file,  be  corrected  to  refer 
to  §  1.19(b)(4)  rather  than  §  1.19(b)(2)  or  (3). 

Section  1.78:  It  is  proposed  that  §  1.78,  paragraph  (a)(3),  be 
amended  by  deleting  the  phrase  "in  a  nonprovisional  applica- 
tion" in  the  first  sentence  of  the  paragraph. 

Section  4508  of  the  AIPA  as  originally  enacted  did  not  make 
the  18-month  publication  amendments  to  35  U.S.C.  119  and 
120  applicable  to  an  international  application  unless  and  until 
it  enters  the  national  stage  under  35  U.S.C.  371.  See  Public 
Law  106-113,  113  Stat,  at  1501A-566  through  1501A-567. 
Section  13205  of  Public  Law  107-273  amended  section  4508 
of  the  AIPA  to  make  the  18-month  publication  amendments  to 
35  U.S.C.  119  and  120  also  applicable  during  the  international 
stage  of  an  international  application.  With  regard  to  interna- 
tional applications,  §  1.78(a)(2)(ii)  requires  that  the  reference 
required  by  §  1.78(a)(2)(i)  be  submitted:  (1)  During  the 
pendency  of  the  later-filed  application;  and  (2)  within  the  later 
of  (A)  four  months  from  the  date  on  which  the  national  stage 
commenced  under  35  U.S.C.  371(b)  or  (f)  in  the  later-filed 
international  application  or  (B)  16  months  from  the  filing  date 
of  the  prior-filed  application.  An  abandoned  international 
application  is  not  a  nonprovisional  application;  thus,  as  § 
1.78(a)(3)  currently  reads,  the  petition  procedure  set  forth  in  § 
1.78(a)(3)  would  not  be  applicable  to  a  delayed  priority  claim 
in  an  abandoned  international  application.  If  the  presently 
proposed  amendment  to  §  1.78(a)(3)  is  adopted,  then  the 
petition  procedure  set  forth  in  §  1 .78(a)(3)  would  be  applicable 
to  submitting  a  delayed  priority  claim  in  an  abandoned 
international  application  including  an  international  application 
that  has  not  entered  the  national  stage  under  35  U.S.C.  371.  In 
view  of  the  statutory  change  to  the  applicability  of  the 
18-month  publication  amendments  to  35  U.S.C.  119  and  120 
and  the  presently  proposed  change  to  §  1.78(a)(3),  when  filing 
a  "bypass"  continuation  application  under  35  U.S.C.  111(a) 
that  claims  the  benefit  of  the  international  application  with  a 
filing  date  on  or  after  November  29,  2000,  that  could  have  but 
did  not  claim  the  benefit  of  an  earlier  U.S.  application  and  the 
benefit  claim  is  to  be  added,  a  petition  under  §  1.78(a)(3)  will 
be  required  in  the  international  application.  A  "bypass"  con- 
tinuation application  is  an  application  for  patent  filed  under  35 
U.S.C.  111(a)  that  claims  the  benefit  of  the  filing  date  of  an 
earlier  international  application  that  did  not  enter  the  national 
stage  under  35  U.S.C.  371.  See  H.R.  Rep.  No.  107-685,  at  222 
(2002).  Thus,  applicants  should  no  longer  rely  upon  the  advice 
that  to  amend  a  later-filed  abandoned  international  application 
to  add  a  claim  to  the  benefit  of  a  prior-filed  nonprovisional 
application,  or  a  prior-filed  international  application  designat- 
ing the  United  States,  an  applicant  need  only  file  a  petition 
under  §  1.182  to  amend  an  abandoned  application  (the  later- 
filed  international  application)  with  the  claim  to  the  benefit  of 
a  prior-filed  application.  See  Requirements  for  Claiming  the 
Benefit  of  Prior-Filed  Applications  Under  Eighteen-Month 
Publication  of  Patent  Applications,  66  FR  67087,  67092  (Dec. 
28,  2001),  1254  Off.  Gaz.  Pat.  Office  121,  125  (Jan.  22,  2002) 
(final  rule)  (response  to  comment  6). 


Section  1.191:  It  is  proposed  that  §  1.191  be  amended  by 
revising  paragraph  (a)  to  delete  each  appearance  of  "for  a 
patent  that  issued  from  an  original  application  filed  in  the 
United  States."  Section  13202(d)  of  Public  Law  107-273 
provided  a  technical  correction  for  the  eflfective  date  set  forth 
in  the  AIPA  for  appeals  to  the  BPAI  as  follows: 

Effective  Date — The  amendments  made  by  section  4605(b),  (c),  and 
(e)  of  the  Intellectual  Property  and  Communications  Omnibus  Reform 
Act,  as  enacted  by  section  1000(a)(9)  of  Public  Law  106-113,  shall 
apply  to  any  reexamination  filed  in  the  United  States  Patent  and 
Trademark  Office  on  or  after  the  date  of  enactment  of  Public  Law 
106-113. 

The  effective  date  language  in  section  4608  of  the  AIPA 
limited  the  applicability  of  the  conforming  amendments  to  35 
U.S.C.  134  to  a  reexamination  of  a  patent  that  issued  from  an 
original  application  which  was  filed  on  or  after  November  29, 
1999.  Thus,  the  conforming  amendments  to  35  U.S.C.  134 
applied  only  to  those  ex  parte  reexamination  proceedings  filed 
under  §  1.510  for  patents  that  issued  from  an  original  appli- 
cation which  was  filed  on  or  after  November  29,  1999.  Public 
Law  107-273  revised  the  applicability  of  the  conforming 
amendments  to  35  U.S.C.  134  such  that  the  conforming 
amendments  are  applicable  to  a  reexamination  of  a  patent 
where  the  request  for  ex  parte  reexamination  was  filed  on  or 
after  November  29,  1999.  Accordingly,  §  1.191  is  proposed  to 
be  amended  to  track  the  statutory  revision  of  effective  date. 

Section  1.197:  It  is  proposed  that  §  1.197(c)  be  amended  to 
provide  that  an  appeal  to  the  Federal  Circuit  is  terminated 
when  the  mandate  is  issued  by  the  Court,  rather  than  when  the 
mandate  is  received  by  the  Office.  This  proposed  change  to  § 
1.197(c)  is  for  consistency  with  a  1998  amendment  to  rule  41 
of  the  Federal  Rules  of  Appellate  Procedure.  The  commentary 
on  the  addition  of  subdivision  (c)  to  rule  41  of  the  Federal 
Rules  of  Appellate  Procedure  indicates  that  this  provision  is 
intended  to  make  clear  that  the  court's  mandate  is  effective 
upon  issuance,  and  that  its  effectiveness  is  not  delayed  until 
receipt  of  the  mandate  by  the  trial  court  or  agency,  or  until  the 
trial  court  or  agency  acts  upon  the  mandate. 

Section  1.301:  It  is  proposed  that  the  last  sentence  of  §  1.301 
be  amended  by  inserting  "appeals  by  patent  owners  and  third 
party  requesters  in"  before  ''inter  partes  reexamination  pro- 
ceedings." The  revision  would  make  it  clear  that  appeals  by 
third  party  requesters  of  inter  partes  reexamination  proceed- 
ings are  controlled  by  §  1.983. 

Section  1.302:  It  is  proposed  that  §  1.302  be  revised  by 
adding  new  paragraphs  (c)  and  (d),  and  redesignating  existing 
paragraph  (c)  as  paragraph  (e).  New  paragraph  (c)  would  point 
out  that  when  an  appeal  is  taken  to  the  Federal  Circuit  in  an  ex 
parte  reexamination  proceeding,  the  appellant  must  serve 
notice  as  provided  in  §  1.550(f).  New  paragraph  (d)  would 
point  out  that  when  an  appeal  is  taken  to  the  Federal  Circuit  in 
an  inter  partes  reexamination  proceeding,  the  appellant  must 
serve  notice  as  provided  in  §  1.903.  The  proposed  revisions  are 
made  to  focus  parties  on  the  unique  service  that  must  be  made 
in  ex  parte  and  inter  partes  reexamination  proceedings,  when 
appealing  to  the  Federal  Circuit. 

Section  1.303:  It  is  proposed  that  §  1.303  be  amended  by 
revising  paragraphs  (a),  (b)  and  (d)  to  delete  the  appearance  of 
"for  a  patent  that  issued  from  an  original  application  filed  in 
the  United  States"  in  each  paragraph.  This  proposed  revision  is 
made  for  the  reasons  stated  in  the  above  discussion  of  the 
proposed  revision  of  §  1.191. 

Section  1.304:  It  is  proposed  that  §  1.304  be  amended  by 
revising  paragraph  (a)(1)  to  add  after  the  second  sentence,  the 
following  sentence:  "If  a  request  for  rehearing  or  reconsidera- 
tion of  the  decision  is  filed  within  the  time  period  provided 
under  §  1 .979(a),  the  time  for  filing  an  appeal  shall  expire  two 
months  after  action  on  the  last  such  request  made  by  the 
parties."  In  addition,  reference  to  §  1.979(a)  in  the  second 
sentence  would  be  deleted.  Further,  it  is  proposed  that  all  of  the 
current  provisions  relating  to  interferences  be  included  in  § 
1.304(i),  and  that  §  1.304(ii)  provide  that  in  inter  partes 
reexaminations,  the  time  for  filing  a  cross-appeal  expires:  (1) 
14  days  after  service  of  the  notice  of  appeal;  or  (2)  two  months 
after  the  date  of  decision  of  the  BPAI,  whichever  is  later. 

The  proposed  revision  to  §  1.304(a)(1)  provides  that  an  inter 
partes  third  party  requester  can  appeal  to  the  Federal  Circuit 
and  can  participate  in  the  patent  owner's  appeal  to  the  Federal 
Circuit.  The  time  for  filing  an  appeal  to  the  Federal  Circuit  will 
expire  two  months  after  "action  on  the  last  such  request  made 
by  the  parties,"  as  opposed  to  the  sentence  which  precedes  the 
added  sentence  where  time  for  filing  an  appeal  to  the  Federal 
Circuit  is  stated  to  expire  two  months  after  "action  on  the 
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request."  Thus,  the  potential  for  rehearing  or  reconsideration 
by  more  than  one  party  is  factored  into  the  time  for  appeal  to 
the  Federal  Circuit.  Since  a  party  may  not  challenge  a  BPAI 
decision  in  an  inter  partes  reexamination  in  a  civil  action  under 
35  U.S.C.  145,  §  1.304(a)(1)  provides  that  "the  time  for  filing 
an  appeal  shall  expire  *  *  *"  and  not  "the  time  for  filing  an 
appeal  or  commencing  a  civil  action  *  *  *"  (which  appears  in 
the  sentence  which  precedes  the  added  sentence). 

The  proposed  revision  to  §  1.304(a)(1)  also  conforms  to  the 
change  proposed  for  §  1.983,  by  addressing  the  potential  for 
cross  appeal  to  the  Federal  Circuit  in  an  inter  partes  reexami- 
nation (in  addition  to  that  in  an  interference). 

Section  1.417:  As  pointed  out  in  the  discussion  above  of  the 
proposed  revision  to  §  1.14,  the  stamte  has  been  revised  to 
clarify  that  a  translation  of  the  international  publication,  as 
opposed  to  the  international  application,  must  be  filed  in  order 
for  a  patent  owner  to  obtain  the  provisional  right  of  a 
reasonable  royalty  under  35  U.S.C.  154(d).  Accordingly,  it  is 
proposed  that  §  1.417  be  amended:  (1)  To  delete  "the  interna- 
tional publication  or";  (2)  to  add  "of  the  publication"  after 
"English  language  translation";  and  (3)  to  delete  ",  unless  it  is 
being  submitted  pursuant  to  §  1.495,". 

Section  1.495:  It  is  proposed  that  §  1.495(c)  be  amended  to 
change  "if  it  was  originally  filed  in  another  language  (35 
U.S.C.  371(c)(2)"  to  "if  the  international  application  was 
originally  filed  in  another  language  and  if  any  English  lan- 
guage translation  of  the  publication  of  the  international  apph- 
cation  previously  submitted  under  35  U.S.C.  154(d)  (§  1.417) 
is  not  also  a  translation  of  the  international  application  as  filed 
(35  U.S.C.  371(c)(2))."  The  purpose  of  this  revision  is  to 
clarify  that  if  an  English  language  translation  of  the  publication 
has  already  been  filed  and  the  publication  was  also  a  transla- 
tion of  the  international  application,  a  second  translation  is  not 
required.  Instead,  the  translation  required  by  35  U.S.C.  154(d) 
will  satisfy  the  requirement  for  a  translation  under  35  U.S.C. 
371(c)(2).  In  §  1.495(g),  it  is  proposed  to  delete  ",  except  for 
a  copy  of  the  international  publication  or  translation  of  the 
international  appUcation  that  is  identified  as  provided  in  § 
1.417,"  because  the  phrase  is  unnecessary,  since  it  merely 
repeats  a  provision  of  §  1.417. 

Section  1.913:  It  is  proposed  that  §  1.913  be  amended  to  add 
"other  than  the  patent  owner  or  its  privies"  after  "any  person," 
as  section  13202  of  Public  Law  107-273  now  clarifies  that 
there  is  statutory  basis  only  for  the  third  party  requester  to  file 
a  request  for  inter  partes  reexamination,  and  there  is  no  such 
basis  for  a  patent  owner  to  do  so.  This  position  is  consistent 
with  the  initial  position  taken  by  the  Office  during  the 
implementation  of  optional  inter  partes  reexamination.  See 
Rules  to  Implement  Optional  Inter  Partes  Reexamination 
Proceedings,  65  FR  18153.  18178  (Apr.  6,  2000),  1234  Off. 
Gaz.  Pat.  Office  93,  116  (May  23,  2000)  (proposed  rule). 

Sections  1.949  and  1.953:  It  is  proposed  that  the  clause  "or 
upon  a  determination  of  patentability  of  all  claims"  be  deleted 
from  the  first  sentence  of  §  1.949,  and  the  clause  "or  upon  a 
determination  of  patentability  of  all  claims  in  the  proceeding" 
be  added  to  §  1.953(a),  so  that  §  1.953(a)  would  read  as 
follows:  "Upon  considering  the  comments  of  the  patent  owner 
and  the  third  party  requester  subsequent  to  the  Office  action 
closing  prosecution  in  an  inter  partes  reexamination,  or  upon 
expiration  of  the  time  for  submitting  such  comments,  or  upon 
a  determination  of  patentability  of  all  claims  in  the  proceeding, 
the  examiner  shall  issue  a  Right  of  Appeal  Notice  (RAN), 
unless  the  examiner  reopens  prosecution  and  issues  another 
Office  action  on  the  merits"  (emphasis  added  in  bold).  This 
proposed  change  would  be  directed  to  streamlining  prosecu- 
tion in  an  inter  partes  reexamination  by  issuing  a  RAN  under 
§  1.953  as  soon  as  all  claims  in  the  proceeding  are  found 
patentable.  This  would  be  in  contrast  to  the  current  procedure 
where  an  Action  Closing  Prosecution  ( ACP)  under  §  1 .949  is 
issued  upon  a  determination  of  patentability  of  all  claims,  and 
later  a  RAN  must  be  issued.  Thus,  an  extra  Office  action  would 
be  avoided  by  the  current  proposal. 

Currently,  where  the  examiner  finds  all  claims  to  be  patent- 
able, an  ACP  would  be  issued  even  though  the  Office  action 
being  issued  is  the  first  action  on  the  merits.  The  purpose  in 
going  directly  to  an  ACP  even  in  a  first  Office  action  is  that  the 
patent  owner  has  nothing  to  respond  to,  upon  learning  that  the 
claims  are  all  patentable.  Further,  since  the  patent  owner  will 
not  respond,  the  third  party  requester  has  nothing  to  comment 
upon,  and  is  barred  from  filing  a  paper  as  to  the  merits. 
Statutory  provision  for  requester' s  participation  in  the  proceed- 
ing (prior  to  appeal)  is  only  made  for  requester  comments  on 
a  patent  owner  response.  35  U.S.C.  314(b)(3).  Therefore,  no 
reason  exists  to  delay  the  closing  of  prosecution  where  all 


claims  are  found  patentable,  and  the  examiner  thus  issues  an 
ACP  directly.  In  implementing  the  optional  inter  partes  reex- 
amination proceedings  provisions  of  the  AIPA,  the  Office 
proposed  that  the  examiner  should  not  go  directly  to  the  RAN 
where  all  claims  are  found  patentable,  because  that  would 
deprive  the  third  party  requester  of  the  right  of  filing  comments 
on  the  examiner's  Office  actions  prior  to  appeal  (§  1.951(a)  as 
proposed  provided  that  "(a)  After  an  action  closing  prosecution 
in  an  inter  partes  reexamination,  a  third-party  requester  may 
once  file  comments  limited  to  the  issues  raised  in  the  Office 
action  closing  prosecution").  See  Rules  to  Implement  Optional 
Inter  Partes  Reexamination  Proceedings,  65  FR  at  18180, 
1234  Off.  Gaz.  Pat.  Office  at  117. 

This  third  party  requester's  right  to  file  original  comments 
on  the  examiner's  ACP  pursuant  to  §  1.951(a),  however,  was 
not  adopted  in  the  final  rule  to  implement  optional  inter  partes 
reexamination  proceedings.  The  requester's  right  to  file  origi- 
nal comments  on  the  examiner's  ACP  was  deleted  in  response 
to  a  comment  on  §  1.951(a)  which  pointed  out  that  "such 
'direct'  requester  comments  are  not  consistent  with  the  statute 
as  the  statute  makes  it  clear  that  the  third  party  requester's  right 
to  comment  only  matures  with  the  filing  of  a  patent  owner 
response  to  an  Office  action  on  the  merits,  and  nowhere  in  the 
stamte  does  it  permit  third  party  requester  comments  without 
there  first  being  a  patent  owner  response."  See  Rules  to 
Implement  Optional  Inter  Partes  Reexamination  Proceedings, 
65  FR  at  76768,  1242  Off.  Gaz.  Pat.  Office  at  22-23. 

Given  that  the  third  party  requester  does  not  have  a  right  to 
file  original  comments  on  the  examiner's  ACP,  the  above- 
discussed  reason  for  issuing  an  ACP  prior  to  a  RAN  where  all 
claims  are  found  patentable  {i.e.,  to  give  the  requester  at  least 
one  chance  for  input  prior  to  appeal)  no  longer  exists.  There  is 
no  reason  to  issue  an  uimecessary  ACP  in  this  instance,  since 
the  patent  owner  has  no  incentive  to  reply  to  the  finding  of  all 
claims  patentable,  and  thus,  presumably  will  not  file  a  response 
to  the  ACP.  The  patent  owner  would  not  argue  against  the 
allowance  of  all  the  claims,  and  the  patent  owner  would  not  be 
expected  to  comment  on  any  stated  reasons  for  allowance  at 
this  point,  since  he  or  she  may  do  so  after  a  Notice  of  Intent  to 
Issue  a  Reexamination  Certificate  is  issued,  while  a  comment 
at  this  stage  would  give  requester  an  extra  opportunity  to 
participate  in  the  proceeding.  Accordingly,  the  present  pro- 
posal would  eliminate  the  need  for  an  ACP  where  all  claims  are 
found  patentable  by  going  directly  to  the  issuance  of  a  RAN, 
and  thus  streamline  and  expedite  the  inter  partes  reexamina- 
tion process. 

Section  1.959:  It  is  proposed  that  §  1.959  be  revised  by 
adding  a  new  paragraph  (f).  New  paragraph  (f)  would  provide 
a  non-extendable  one-month  period  for  correcting  an  inadvert- 
ent failure  to  comply  with  any  requirement  of  §  1.959,  when  a 
notice  of  appeal  or  cross  appeal  is  submitted.  The  proposed 
revision  of  §  1.959  would  permit  a  remedy  of  inadvertent 
defects  in  a  notice  of  appeal  or  cross  appeal. 

Section  1.959  relates  to  appeals  and  cross  appeals  to  the 
BPAI  in  inter  partes  reexamination  proceedings.  The  require- 
ments for  acceptance  by  the  Office  of  a  notice  of  appeal  and 
cross  appeal  to  the  BPAI  are:  (1)  Payment  of  the  appeal  fee  set 
forth  in  §  1.17(b)  (§§  1.959(a)  and  (b));  identification  of  the 
appealed  claim(s)  (§  1.959(c));  and  (3)  signature  by  the  patent 
owner,  the  third  party  requester,  or  their  duly  authorized 
attorney  or  agent  (§  1.959(c)). 

It  is  proposed  to  revise  §  1.959  by  providing  the  third  party 
requester  one  opportunity  to  supply,  within  one  month,  the 
missing  fee  or  missing  portion  of  the  fee  that  was  inadvertently 
not  suppfied.  Section  1.957(a)  provides  that  if  "the  third  party 
requester  files  an  untimely  or  inappropriate  comment  [or] 
notice  of  appeal  *  *  *  in  an  inter  partes  reexamination,  the 
paper  will  be  refused  consideration."  Thus,  if  the  third  party 
requester  inadvertently  fails  to  pay  the  appeal  fee  or  makes  a 
payment  which  is  deficient  as  to  the  amount  specified  in  § 
1.17(b),  the  requester's  notice  of  appeal  (or  cross  appeal)  will 
not  be  considered  and  requester's  appeal  would  otherwise  be 
barred.  The  failure  to  submit  the  complete  appeal  fee  caimot  be 
considered  a  "bona  fide  attempt  to  respond  and  to  advance  the 
prosecution"  where  "some  requirement  has  been  inadvertently 
omitted"  under  §  1 .957(d)  (with  requester  then  given  a  chance 
to  rectify  the  inadvertency),  since  §  1.957(d)  applies  only  to  a 
patent  owner  and  not  to  a  third  party  requester.  In  addition,  the 
third  party  requester  does  not  have  the  opportunity  to  "revive" 
the  appeal,  as  does  the  patent  owner  under  §  1.137  (further,  an 
extension  of  the  time  for  filing  the  notice  of  appeal  (or  cross 
appeal)  is  not  provided  for  by  §  1.956,  even  if  the  requester 
becomes  aware  of  the  inadvertency  on  the  last  day  to  remedy 
it).  Thus,  the  third  party  requester  would  be  barred  from 
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appealing  the  case  when  a  sufficient  payment  of  the  fee  is 
inadvertently  not  made  in  the  absence  of  the  proposed  revision 
to  §  1.959.  Yet,  estoppel  attaches  to  the  third  party  requester 
which  precludes  further  resolution  of  the  issues  that  the 
requester  wishes  to  appeal.  Under  the  statute,  requester  is 
estopped  from  later  asserting  in  any  civil  action,  or  in  a 
subsequent  inter  partes  reexamination,  the  invalidity /unpatent- 
ability of  any  claim  finally  determined  to  be  valid  and 
patentable  on  any  ground  the  third  party  requester  raised  or 
could  have  raised  in  the  inter  partes  reexamination.  Requester 
is  further  estopped  from  later  challenging  in  a  civil  action  any 
fact  determined  in  the  inter  partes  reexamination.  Accordingly, 
requester's  loss  of  appeal  rights  because  of  an  inadvertency  is 
considered  an  unduly  harsh  and  extreme  measure.  Accord- 
ingly, it  is  proposed  to  revise  §  1.959  by  providing  the  third 
party  requester  one  opportunity  to  supply,  within  one  month, 
the  missing  fee  or  missing  portion  of  the  fee  that  was 
inadvertently  not  supphed.  As  to  the  requirements  that  the 
notice  of  appeal  (or  cross  appeal)  identify  the  appealed 
claim(s)  and  be  signed  by  the  appellant,  it  may  be  that  an 
opportunity  to  remedy  the  inadvertent  failure  to  comply  with 
same  is  not  precluded  by  §  1.957(a).  The  refusal  of  consider- 
ation mandated  by  that  section  is  directed  only  to  "untimely  or 
inappropriate"  notices  of  appeal  (and  cross  appeal).  If  so,  the 
failure  to  sign  or  identify  as  required  might  not  render  the 
notice  untimely,  and  the  paper  might  be  an  "appropriate" 
paper,  i.e.,  the  type  of  paper  that  is  entitled  to  entry  in  an  inter 
partes  reexamination,  but  is  not  a  complete  paper.  However,  to 
cover  the  possibiUty  that  failure  to  comply  with  the  signature 
or  identification  of  claims  requirement  of  §  1.959(c)  could 
permanently  bar  the  requester's  appeal,  the  proposed  new  § 
1.959(f)  has  been  made  broad  enough  to  explicitly  encompass 
these  potential  defects  in  a  notice  of  appeal  (or  cross  appeal). 
Further,  the  proposed  new  §  1.959(f)  is  drafted  to  encompass 
patent  owner  inadvertencies  as  well  as  those  of  the  third  party 
requester. 

Sections  1.965  and  1.967:  It  is  proposed  that  §  1.965, 
paragraph  (d),  be  revised  to  insert  "paragraphs  (a)  and  (c)"  in 
place  of  "paragraph  (c)."  It  is  proposed  that  §  1.967,  paragraph 
(c),  be  revised  to  insert  "paragraphs  (a)  and  (b)"  in  place  of 
"paragraph  (b)." 

As  §  1.965  currently  reads,  an  inadvertent  failure  to  comply 
with  a  §  1.965(a)  requirement  would  permanently  bar  the 
requester's  appeal  from  going  forward.  As  §  1.967  currently 
reads,  an  inadvertent  failure  to  comply  with  a  §  1.967(a) 
requirement  would  bar  the  requester' s  participation  via  respon- 
dent brief  in  the  patent  owner's  appeal.  It  is  proposed  to  revise 
§§  1.965  and  1.967  to  provide  the  appellant  and  respondent, 
respectively,  with  a  non-  extendable  one-month  period  for 
correcting  an  inadvertent  failure  to  comply  with  a  requirement 
of  §§  1.965(a)  and  1.967(a),  respectively.  This  revision  of  §§ 
1 .965  and  1 .967  is  proposed  for  reasons  analogous  to  those  set 
forth  above  for  the  proposed  revision  of  §  1.959.  Again,  the 
loss  of  requester's  appeal  rights  because  of  a  §  1.965(a) 
inadvertency,  and  the  loss  of  requester's  participation  rights 
because  of  a  §  1.967(a)  inadvertency,  are  considered  to  be 
unduly  harsh  and  extreme  measures. 

It  is  noted  that  §  1.965(b)  states:  "A  party's  appeal  shall 
stand  dismissed  upon  failure  of  that  party  to  file  an  appellant's 
brief,  accompanied  by  the  requisite  fee,  within  the  time 
allowed."  If  the  proposed  revision  to  §  1.965(d)  is  made,  the 
phrase  "within  the  time  allowed  in  §  1.965(b)  would  be 
interpreted  to  include  the  filing  of  an  "appellant's  brief, 
accompanied  by  the  requisite  fee"  within  the  one-month  period 
for  correcting  an  inadvertency  (in  failure  to  comply  with  a 
requirement  of  §  1.965(a)  and/or  (c))  set  forth  in  §  1.965(d). 

Section  1.971:  It  is  proposed  that  §  1.971  be  amended  by 
designating  the  sole  current  paragraph  of  the  section  as 
paragraph  (a),  and  adding  new  paragraph  (b).  New  paragraph 
(b)  would  provide  a  non-extendable  one-month  period  for 
correcting  an  inadvertent  failure  to  comply  with  any  require- 
ment of  paragraph  (a)  of  §  1.971,  when  a  rebuttal  brief  is 
submitted.  Sections  1.965(d)  and  1.967(c)  currently  provide 
relief  for  certain  non-compliance  inadvertencies  in  appellant 
and  respondent  briefs,  respectively.  There  is  no  such  relief 
provided  for  rebuttal  briefs;  yet,  no  reason  exists  as  to  why  the 
relief  is  provided  for  both  appellant  and  respondent  briefs,  but 
not  for  rebuttal  briefs.  It  is  proposed  to  revise  §  1.971  to 
provide  relief  granted  for  inadvertencies  in  the  rebuttal  brief 
that  would  parallel  the  relief  granted  for  inadvertencies  in 
appellant  and  respondent  briefs.  This  would  be  effected  by 
providing,  in  §  1.971,  a  new  paragraph  (b),  which  is  analogous 
to  §§  1.965(d)  and  1.967(c). 


Section  1.977:  It  is  proposed  that  §  1.977,  paragraph  (g),  be 
amended  by  inserting  ",  when  the  owner  is  responding  under 
paragraph  (b)(1)  of  this  section"  at  the  end  of  the  first  sentence 
of  the  paragraph,  and  by  adding  the  following  new  sentence  as 
the  second  sentence:  "The  time  period  set  forth  in  paragraph 
(b)  of  this  section  may  not  be  extended  when  the  owner  is 
responding  under  paragraph  (b)(2)  of  this  section." 

Current  §  1.977(g)  provides  that  "[t]he  time  period  set  forth 
in  paragraph  (b)  of  this  section  is  subject  to  the  extension  of 
time  provisions  of  §  1.956."  Thus,  an  extension  of  time  could 
be  obtained  for  the  filing  of  a  patent  owner  amendment  or 
showing  of  facts  presented  under  §  1.977(b)(1),  or  the  filing  of 
a  patent  owner  request  for  rehearing  of  the  decision  of  the 
BPAI  made  under  §  1.977(b)(2).  However,  §  1.979(g)  states 
that  the  times  for  requesting  rehearing  under  §  1.979(a)  may 
not  be  extended,  and  a  patent  owner  request  for  rehearing  of 
the  decision  of  the  BPAI  made  under  §  1 .977(b)(2)  is  included 
as  §  1.979(a)(2).  Thus,  the  time  for  filing  a  patent  owner 
request  for  rehearing  under  §  1 .977(b)(2)  cannot  be  extended. 
The  proposed  revision  would  revise  §  1.977(g)  to  make  it 
consistent  with  the  language  of  §  1.979(g).  Note  further  that 
this  revision  is  consistent  with  the  policy  for  a  streamlined 
appeal  procedure,  which  is  reflected,  for  example,  in  §  1.959 
(no  extension  of  the  time  for  filing  the  notice  of  appeal  or  cross 
appeal),  §  1.963  (no  extension  of  the  time  for  filing  appellant, 
respondent,  and  rebuttal  briefs),  and  §  1.979(g)  (no  extension 
of  the  time  for  filing  any  rehearing  request).  Thus,  it  is 
appropriate  that  an  extension  of  time  cannot  be  obtained  for  the 
filing  of  a  patent  owner  request  for  rehearing  of  the  decision  of 
the  BPAI  made  under  §  1.977(b)(2),  while  an  extension  can  be 
obtained  for  the  filing  of  a  patent  owner  amendment  or 
showing  of  facts  presented  under  §  1.977(b)(1),  which  may  be 
considered  a  reopening  of  the  examination  process,  as  opposed 
to  the  appeal  process. 

Section  1.979:  It  is  first  proposed  that  §  1.979  be  amended 
by  revising  its  paragraphs  (e)  and  (f)  to  replace  "patent  owner" 
with  "parties  to  an  appeal  to  the  Board  of  Patent  Appeals  and 
Interferences,"  "party,"  "any  party,"  and  "party's,"  where  each 
replacementis  applicable,  and  to  delete  "patent  owner's"  where 
it  appears.  It  is  also  proposed  that  §  1.979  be  amended  by 
deleting  the  first  and  second  sentences  of  paragraph  (f).  It  is 
also  proposed  that  the  third  sentence  of  §  1 .979(f)  be  amended 
to  add  "to  the  Board  of  Patent  Appeals  and  Interferences"  after 
"An  appeal"  to  provide  additional  clarity.  Section  1.979  is 
currently  drafted  to  address  the  situation  where  appeal  to  the 
Federal  Circuit  is  possible  only  for  the  patent  owner.  The  first 
proposed  revision  would  modify  the  language  of  §  1.979  to 
make  it  applicable  to  all  parties  to  the  inter  partes  reexamina- 
tion proceeding,  i.e.,  the  patent  owner  and  any  inter  partes 
reexamination  third  party  requester,  who  are  the  parties  to  the 
appeal  to  the  BPAI.  The  second  proposed  revision  would  delete 
the  current  provision  for  termination  of  the  third  party  request- 
er's  appeal,  which  was  (before  the  enactment  of  Public  Law 
107-273)  under  criteria  different  than  that  of  the  patent  owner 
(since  a  third  party  requester  could  not  appeal  to  the  courts 
under  the  statute  prior  to  Public  Law  107-273).  The  first 
proposed  revision  to  the  text  of  §  1.979(f)  make  the  criteria  for 
termination  the  same  for  all  parties  to  the  appeal.  Finally,  it  is 
proposed  that  §  1 .979(f)  be  amended  to  provide  that  an  appeal 
to  the  Federal  Circuit  is  terminated  when  the  mandate  is  issued 
by  the  Court  for  consistency  with  a  1998  amendment  to  rule  41 
of  the  Federal  Rules  of  Appellate  Procedure. 

Undesignated  center  heading  immediately  preceding  § 
1.983:  It  is  proposed  that  the  undesignated  center  heading 
immediately  preceding  §  1 .983  be  revised  to  delete  "PATENT 
OWNER"  before  "APPEAL  TO  THE  UNITED  STATES 
COURT  OF  APPEALS  FOR  THE  FEDERAL  CIRCUIT. "  The 
undesignated  center  heading  immediately  preceding  §  1 .983  is 
currently  drafted  to  address  the  situation  where  appeal  to  the 
Federal  Circuit  is  possible  only  for  the  patent  owner.  The 
proposed  revision  would  modify  the  language  to  make  it 
applicable  to  all  parties  to  the  inter  partes  reexamination 
proceeding  who  are  the  parties  to  the  appeal  to  the  BPAI. 

Section  1.983:  Section  13106  of  Public  Law  107-273  grants 
the  inter  partes  reexamination  third  party  requester  the  right  to 
appeal  an  adverse  decision  of  the  BPAI  to  the  Federal  Circuit. 
35  U.S.C.  315(b)(1).  It  further  authorizes  the  third  party 
requester  to  be  a  party  to  any  appeal  taken  by  the  patent  owner 
to  the  Federal  Circuit.  35  U.S.C.  315(b)(1).  Also,  as  pointed 
out  above,  section  13106  of  PubHc  Law  107-273  implicitly 
permits  the  patent  owner  to  be  a  party  to  the  newly  provided- 
for  appeal  taken  by  the  third  party  requester  to  the  Federal 
Circuit.  It  is  proposed  that  §  1.983  be  amended  to  track  this 
newly  enacted  legislation  by  revising  its  heading,  dividing  the 
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existing  text  into  paragraphs  (a)  and  (b);  revising  the  text  of 
newly  designated  paragraphs  (a)  and  (b),  and  adding  new 
paragraphs  (c)  through  (f). 

It  is  proposed  that  the  title  of  §  1.983  be  revised  by  changing 
"Patent  owner  appeal"  to  "Appeal." 

It  is  proposed  that  §  1.983(a)  be  revised  to  permit  the  patent 
owner  and  any  third  party  requester  who  is  a  party  to  an  appeal 
to  the  BPAI  to  (1)  appeal  the  BPAI's  decision  to  the  Federal 
Circuit,  and  (2)  to  be  a  party  to  any  appeal  to  the  Federal 
Circuit  taken  from  the  Board's  decision. 

It  is  proposed  that  §  1.983(b)  be  revised  to  clarify  that 
service  of  the  notice  of  appeal  or  cross  appeal  must  be  made  on 
every  other  party  in  the  reexamination  proceeding  as  required 
in  §  1.903.  The  explicit  statement  of  requirement  for  service  on 
other  parties  also  provides  antecedent  for  the  14-day  period 
recited  in  paragraph  (e)  of  §  1.983  that  follows. 

It  is  proposed  that  paragraphs  (c)  and  (d)  be  added  to  §  1.983 
to  provide  for  a  cross  appeal  within  14  days  of  service  of  an 
opposing  party's  notice  of  appeal.  This  is  analogous  to  the 
cross  appeal  (within  14  days  of  service  of  the  notice  of  appeal) 
provided  for  in  §  1.304(a)(1)  for  interferences.  The  interfer- 
ences model  is  used,  because  an  interference  is  the  only  other 
inter  partes  proceeding  appealed  to  the  court  from  the  decision 
of  the  BPAI.  It  is  to  be  noted  that  if  the  two-month  time  period 
from  the  BPAI's  decision  will  expire  after  the  14-day  period 
set  for  a  cross  appeal,  then  the  later-expiring  two-month  period 
will  control.  Thus,  where  a  first  party  files  an  appeal  to  the 
court  (the  Federal  Circuit)  14  days  after  the  BPAI's  decision, 
an  opposing  party  need  not  file  a  cross  appeal  15  days  later  (29 
days  after  the  BPAI's  decision),  but  rather  has  the  remainder  of 
the  two-month  period  to  do  so. 

A  new  paragraph  (e)  is  proposed  to  be  added  to  §  1.983,  to 
prescribe  the  action  a  party  must  take  in  order  to  participate  in 
an  appellant's  appeal  (including  cross  appeal).  Participation  in 
the  appellant's  appeal  is  directed  to  providing  argument 
supporting  the  decision  of  the  BPAI.  Such  participation  is  in 
contrast  to  the  cross  appeal  which  would  be  provided  for  in 
paragraphs  (c)  and  (d)  of  §  1.983,  where  a  party  challenges  a 
decision  of  the  BPAI  adverse  to  that  party. 

New  paragraph  (f):  Section  13106(d)  of  Public  Law  107-273 
provides  the  effective  date  for  the  revision  to  the  statute  made 
in  section  13106  as  follows:  "The  amendments  made  by  this 
Section  apply  with  respect  to  any  reexamination  proceeding 
commenced  on  or  after  the  date  of  enactment  of  this  Act." 

Accordingly,  it  is  proposed  that  §  1 .983  be  amended  to  add 
a  new  paragraph  (f)  stating:  "(f)  Notwithstanding  any  provi- 
sion of  the  rules,  in  any  reexamination  proceeding  commenced 
prior  to  November  2,  2002,  the  third  party  requester  is 
precluded  from  appealing  and  cross  appealing  any  decision  of 
the  BPAI  to  the  Federal  Circuit,  and  the  third  party  requester  is 
precluded  from  participating  in  any  appeal  taken  by  the  patent 
owner  to  the  Court." 

Rulemaking  Considerations 

Administrative  Procedure  Act:  The  changes  proposed  in  this 
notice  conform  the  patent-related  rules  of  practice  in  37  CFR 
to  the  changes  to  title  35  U.S.C.  contained  in  Public  Law 
107-273.  Therefore,  these  changes  involve  interpretive  rules  or 
rules  of  agency  practice  and  procedure  under  5  U.S.C. 
553(b)(A).  See  Bachow  Communications  Inc.  v.  FCC,  237  F.3d 
683,  690  (D.C.  Cir.  2001);  Paralyzed  Veterans  of  America  v. 
West  138  F.3d  1434,  1436  (Fed.  Cir.  1998);  and  Komjathy  v. 
National  Transportation  Safety  Board,  832  F.2d  1294,  1296-97 
(D.C.  Cir.  1987).  Therefore,  prior  notice  and  opportunity  for 
public  comment  are  not  required  pursuant  to  5  U.S.C.  553(b) 
or  (c)  (or  any  other  law).  Nevertheless,  the  Office  is  providing 
this  opportunity  for  public  comment  on  the  changes  proposed 
in  this  notice  because  the  Office  desires  the  benefit  of  public 
comment  on  these  proposed  changes. 

Regulatory  Flexibility  Act:  As  prior  notice  and  an  opportu- 
nity for  public  comment  are  not  required  pursuant  to  5  U.S.C. 
553  (or  any  other  law),  an  initial  regulatory  flexibility  analysis 
under  the  Regulatory  Flexibility  Act  (5  U.S.C.  601  et  seq.)  is 
not  required.  See  5  U.S.C.  603. 

Executive  Order  13132:  This  rulemaking  does  not  contain 
policies  with  federalism  implications  sufficient  to  warrant 
preparation  of  a  Federalism  Assessment  under  Executive  Order 
13132  (Aug.  4,  1999). 

Executive  Order  12866:  This  rulemaking  has  been  deter- 
mined to  be  not  significant  for  purposes  of  Executive  Order 
12866  (Sept.  30,  1993). 


Paperwork  Reduction  Act:  This  notice  involves  information 
collection  requirements  which  are  subject  to  review  by  the 
Office  of  Management  and  Budget  (0MB)  under  the  Paper- 
work Reduction  Act  of  1995  (44  U.S.C.  3501  et  seq.).  The 
collections  of  information  involved  in  this  notice  have  been 
reviewed  and  previously  approved  by  OMB  under  OMB 
control  numbers:  0651-0021,  0651-0031,  0651-0032,  and 
0651-0033.  The  United  States  Patent  and  Trademark  Office  is 
not  resubmitting  any  information  collection  package  to  OMB 
for  its  review  and  approval  because  the  changes  in  this  notice 
do  not  affect  the  information  collection  requirements  associ- 
ated with  the  information  collection  under  these  OMB  control 
numbers. 

The  title,  description  and  respondent  description  of  each  of 
the  information  collections  are  shown  below  with  an  estimate 
of  each  of  the  annual  reporting  burdens.  Included  in  each 
estimate  is  the  time  for  reviewing  instructions,  gathering  and 
maintaining  the  data  needed,  and  completing  and  reviewing  the 
collection  of  information.  The  changes  in  this  notice  conform 
the  patent-related  rules  of  practice  in  37  CFR  to  the  changes  to 
title  35  U.S.C.  contained  in  Public  Law  107-273. 

OMB  Number:  0651-0021. 

Title:  Patent  Cooperation  Treaty. 

Form  Numbers:  PCT/RO/101,  ANNEX/ 134/ 144, 
PTO-1382,  PCT/IPEA/401,  PCT/IB/328,  PTO/SB/61/PCT, 
PTO/SB/64/PCT 

Type  of  Review:  Approved  through  December  of  2003. 

Affected  Public:  Individuals  or  households,  business  or  other 
for-  profit,  Federal  agencies  or  employees,  not-for-profit  insti- 
tutions, small  businesses  or  organizations,  farms,  and  State, 
local  or  tribal  government. 

Estimated  Number  of  Respondents:  331,407. 

Estimated  Time  Per  Response:  15  minutes  to  4  hours. 

Estimated  Total  Annual  Burden  Hours:  401,202  hours. 

Needs  and  Uses:  The  information  collected  is  required  by 
the  Patent  Cooperation  Treaty  (PCT).  The  general  purpose  of 
the  PCT  is  to  simplify  the  fifing  of  patent  apphcations  on  the 
same  invention  in  different  countries.  It  provides  for  a  central- 
ized filing  procedure  and  a  standardized  application  format. 

OMB  Number:  0651-0031. 

Title:  Patent  Processing  (Updating). 

Form  Numbers:  PTO/SB/08A/08B/2 1/22/23/24/25/26/27/ 
30/31/32/35/37/  36/42/43/61  61/PCT/62/63/64  64/PCT/67/68/ 
91/92/96/97,  PTO-2053-A/B,  PTO-2054-A/B,  PTO-2055-A/B. 

Type  of  Review:  Approved  through  April  of  2003. 

Affected  Public:  Individuals  or  households.  State  or  local 
governments,  farms,  business  or  other  for-profit  institutions, 
not-for-  profit  institutions,  small  businesses  or  organizations, 
and  Federal  government. 

Estimated  Number  of  Respondents:  2,247,270. 

Estimated  Time  Per  Response:  1  minute  48  seconds  to  4 
hours. 

Estimated  Total  Annual  Burden  Hours:  1,021,822  hours. 

Needs  and  Uses:  During  the  processing  of  an  application  for 
a  patent,  the  appUcant/agent  may  be  required  or  desire  to 
submit  additional  information  to  the  Office  concerning  the 
examination  of  a  specific  application.  The  specific  information 
required  or  which  may  be  submitted  includes:  Information 
Disclosure  Statements;  Terminal  Disclaimers;  Petitions  to 
Revive;  Express  Abandonments;  Appeal  Notices;  Petitions  for 
Access;  Powers  to  Inspect;  Certificates  of  Maihng  or  Trans- 
mission; Statements  under  §  3.73(b);  Amendments,  Petitions 
and  their  Transmittal  Letters;  and  Deposit  Account  Order 
Forms. 

OMB  Number:  0651-0032. 

Title:  Initial  Patent  Application. 

Form  Number:  PTO/SB/01-07/13PCT/16-19/29/101-110. 

Type  of  Review:  Approved  through  April  of  2003. 

Affected  Public:  Individuals  or  households,  business  or  other 
for-  profit  institutions,  not-for-profit  institutions,  farms.  Fed- 
eral government,  and  State,  local,  or  tribal  governments. 

Estimated  Number  of  Respondents:  319,350. 

Estimated  Time  Per  Response:  24  minutes  to  1 1  hours  and 
18  minutes. 

Estimated  Total  Annual  Burden  Hours:  2,984,360  hours. 

Needs  and  Uses:  The  purpose  of  this  information  collection 
is  to  permit  the  Office  to  determine  whether  an  appUcation 
meets  the  criteria  set  forth  in  the  patent  statute  and  regulations. 
The  standard  Fee  Transmittal  form.  New  Utility  Patent  Appli- 
cation Transmittal  form.  New  Design  Patent  Application 
Transmittal  form.  New  Plant  Patent  Application  Transmittal 
form.  Declaration,  Provisional  Apphcation  Coversheet,  and 
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Plant  Patent  Application  Declaration  will  assist  applicants  in 
complying  with  the  requirements  of  the  patent  statute  and 
regulations,  and  will  further  assist  the  Office  in  processing  and 
examination  of  the  application. 

0MB  Number.  0651-0033. 

Title:  Post  Allowance  and  Refiling. 

Form  Numbers:  PTO/SB/44/50/5 1 ,  5  lS/5 2/5 3/5 5/5 6/5 7/5 8, 
PTOL-85B. 

Type  of  Review:  Approved  through  January  of  2004. 

Affected  Public:  Individuals  or  households,  business  or  other 
for-  profit  institutions,  not-for-profit  institutions,  farms,  State, 
local  and  tribal  governments,  and  Federal  government. 

Estimated  Number  of  Respondents:  205,480. 

Estimated  Time  Per  Response:  2  minutes  to  2  hours. 

Estimated  Total  Annual  Burden  Hours:  63,640  hours. 

Needs  and  Uses:  This  collection  of  information  is  required 
to  administer  the  patent  laws  pursuant  to  title  35,  U.S.C., 
concerning  the  issuance  of  patents  and  related  actions  includ- 
ing correcting  errors  in  printed  patents,  refiling  of  patent 
applications,  requesting  reexamination  of  a  patent,  and  re- 
questing a  reissue  patent  to  correct  an  error  in  a  patent.  The 
affected  public  includes  any  individual  or  institution  whose 
application  for  a  patent  has  been  allowed  or  who  takes  action 
as  covered  by  the  applicable  rules. 

Comments  are  invited  on:  (1)  Whether  the  collection  of 
information  is  necessary  for  proper  performance  of  the  func- 
tions of  the  agency;  (2)  the  accuracy  of  the  agency's  estimate 
of  the  burden;  (3)  ways  to  enhance  the  quality,  utility,  and 
clarity  of  the  information  to  be  collected;  and  (4)  ways  to 
minimize  the  burden  of  the  collection  of  information  to 
respondents. 

Interested  persons  are  requested  to  send  comments  regard- 
ing these  information  collections,  including  suggestions  for 
reducing  this  burden,  to  Robert  J.  Spar,  Director,  Office  of 
Patent  Legal  Administration,  United  States  Patent  and  Trade- 
mark Office,  Washington,  DC  20231,  or  to  the  Office  of 
Information  and  Regulatory  Affairs,  Office  of  Management  and 
Budget,  New  Executive  Office  Building,  Room  10235,  725 
17th  Street,  NW.,  Washington,  DC  20503,  Attention:  Desk 
Officer  for  the  Patent  and  Trademark  Office. 

Notwithstanding  any  other  provision  of  law,  no  person  is 
required  to  respond  to  nor  shall  a  person  be  subject  to  a  penalty 
for  failure  to  comply  with  a  collection  of  information  subject  to 
the  requirements  of  the  Paperwork  Reduction  Act  unless  that 
collection  of  information  displays  a  currently  valid  OMB 
control  number. 

List  of  Subjects  in  37  CFR  Part  1 

Administrative  practice  and  procedure,  Courts,  Freedom  of 
information,  Inventions  and  patents.  Reporting  and  record- 
keeping requirements.  Small  businesses. 

For  the  reasons  set  forth  in  the  preamble,  37  CFR  part  1  is 
proposed  to  be  amended  as  follows: 

PART  1— RULES  OF  PRACTICE  IN  PATENT  CASES  1. 

The  authority  citation  for  37  CFR  part  1  continues  to  read  as 
follows: 

Authority:  35  U.S.C.  2(b)(2). 

2.  Section  1.1  is  amended  by  revising  paragraph  (c)  to  read: 

§  1.1  Addresses  for  correspondence  with  the  United  States 
Patent  and  Trademark  Office. 


(c)  For  reexamination  proceedings.  (1)  Requests  for  ex 
parte  reexamination  (original  request  papers  only)  should  be 
additionally  marked  "Mail  Stop  Ex  Parte  Reexam." 

(2)  Requests  for  inter  partes  reexamination  for  original 
request  papers  and  all  subsequent  correspondence  filed  in  the 
Office,  other  than  correspondence  to  the  Office  of  the  Solicitor 
pursuant  to  §  1.1(a)(3)  and  §  1.302(c),  should  be  additionally 
marked  "Mail  Stop  Inter  Partes  Reexam." 

***** 


3.  Section  1.13  is  amended  by  revising  paragraph  (b)  to 
read: 


§  1.13  Copies  and  certified  copies. 

(b)  Certified  copies  of  patents,  patent  application  publica- 
tions, and  trademark  registrations  and  of  any  records,  books, 
papers,  or  drawings  within  the  jurisdiction  of  the  United  States 
Patent  and  Trademark  Office  and  open  to  the  public  or  persons 
entitled  thereto  will  be  authenticated  by  the  seal  of  the  United 
States  Patent  and  Trademark  Office  and  certified  by  the 
Director,  or  in  his  or  her  name,  upon  payment  of  the  fee  for  the 
certified  copy. 

4.  Section  1.14  is  amended  by  revising  paragraph  (i)(2)  to 
read  as  follows: 

§  1.14  Patent  applications  preserved  in  confidence. 

/j\  *  *  * 

(2)  A  copy  of  an  English  language  translation  of  the 
publication  of  an  international  application  which  has  been  filed 
in  the  United  States  Patent  and  Trademark  Office  pursuant  to 
35  U.S.C.  154(d)(4)  will  be  furnished  upon  written  request 
including  a  showing  that  the  publication  of  the  application  in 
accordance  with  PCT  Article  21(2)  has  occurred  and  that  the 
U.S.  was  designated,  and  upon  payment  of  the  appropriate  fee 
(§  1.19(b)(4)). 

5.  Section  1.78  is  amended  by  revising  paragraph  (a)(3)  to  read 
as  follows: 

§  1.78  Claiming  benefit  of  earlier  filing  date  and  cross- 
references  to  other  applications. 

( c\\    -i^    ^    ^ 

(3)  If  the  reference  required  by  35  U.S.C.  120  and  paragraph 
(a)(2)  of  this  section  is  presented  after  the  time  period  provided 
by  paragraph  (a)(2)(ii)  of  this  section,  the  claim  under  35 
U.S.C.  120,  121,  or  365(c)  for  the  benefit  of  a  prior-filed 
copending  nonprovisional  application  or  international  applica- 
tion designating  the  United  States  of  America  may  be  accepted 
if  the  reference  identifying  the  prior-filed  application  by 
application  number  or  intemationeJ  application  number  and 
international  fihng  date  was  unintentionEdly  delayed.  A  petition 
to  accept  an  unintentionally  delayed  claim  under  35  U.S.C. 
120,  121,  or  365(c)  for  the  benefit  of  a  prior-filed  application 
must  be  accompanied  by: 

(i)  The  reference  required  by  35  U.S.C.  120  and  paragraph 
(a)(2)  of  this  section  to  the  prior-filed  application,  unless 
previously  submitted; 

(ii)  The  surcharge  set  forth  in  §  1.1 7(t);  and 
(iii)  A  statement  that  the  entire  delay  between  the  date  the 
claim  was  due  under  paragraph  (a)(2)(ii)  of  this  section  and  the 
date  the  claim  was  filed  was  unintentional.  The  Director  may 
require  additional  information  where  there  is  a  question 
whether  the  delay  was  unintentional. 

6.  Section  1.191  is  amended  by  revising  paragraph  (a)  to 
read  as  follows: 

§  1.191  Appeal  to  Board  of  Patent  Appeals  and  Interfer- 
ences. 

(a)  Every  applicant  for  a  patent  or  for  reissue  of  a  patent,  and 
every  owner  of  a  patent  under  ex  parte  reexamination  filed 
under  §  1.510  before  November  29,  1999,  any  of  whose  claims 
has  been  twice  or  finally  (§  1.113)  rejected,  may  appeal  from 
the  decision  of  the  examiner  to  the  Board  of  Patent  Appeals 
and  Interferences  by  filing  a  notice  of  appeal  and  the  fee  set 
forth  in  §  1.17(b)  within  the  time  period  provided  under  §§ 
1.134  and  1. 136  for  reply.  Notwithstanding  the  above,  for  an  ex 
parte  reexamination  proceeding  filed  under  §  1.510  on  or  after 
November  29,  1999,  no  appeal  may  be  filed  until  the  claims 
have  been  finally  rejected  (§  1.113).  Appeals  to  the  Board  of 
Patent  Appeals  and  Interferences  in  inter  partes  reexamination 
proceedings  filed  under  §  1.913  are  controlled  by  §§  1.959 
through  1.981.  Sections  1.191  through  1.198  are  not  applicable 
to  appeals  in  inter  partes  reexamination  proceedings  filed 
under  §  1.913. 
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7.  Section  1.197  is  amended  by  revising  paragraph  (c)  to 
read  as  follows: 

§  1.197  Action  following  decision. 


(d)  For  an  ex  parte  reexamination  proceeding  filed  under  § 
1.510  on  or  after  November  29,  1999,  and  for  an  inter  partes 
reexamination  proceeding  filed  under  §  1.913,  no  remedy  by 
civil  action  under  35  U.S.C.  145  is  available. 

11.  Section  1.304  is  amended  by  revising  paragraph  (a)(1)  to 
read  as  follows: 


(c)  Termination  of  proceedings. — (1)  Proceedings  are  con- 
sidered terminated  by  the  dismissal  of  an  appeal  or  the  failure 
to  timely  file  an  appeal  to  the  court  or  a  civil  action  (§  1.304) 
except: 

(i)  Where  claims  stand  allowed  in  an  application;  or 

(ii)  Where  the  nature  of  the  decision  requires  further  action 
by  the  examiner. 

(2)  The  date  of  termination  of  proceedings  is  the  date  on 
which  the  appeal  is  dismissed  or  the  date  on  which  the  time  for 
appeal  to  the  court  or  review  by  civil  action  (§  1.304)  expires. 
If  an  appeal  to  the  court  or  a  civil  action  has  been  filed, 
proceedings  are  considered  terminated  when  the  appeal  or  civil 
action  is  terminated.  An  appeal  to  the  U.S.  Court  of  Appeals  for 
the  Federal  Circuit  is  terminated  when  the  mandate  is  issued  by 
the  Court.  A  civil  action  is  terminated  when  the  time  to  appeal 
the  judgment  expires. 

8.  Section  1.301  is  revised  to  read  as  follows: 

§  1.301  Appeal  to  U.S.  Court  of  Appeals  for  the  Federal 
Circuit. 

Any  applicant  or  any  owner  of  a  patent  involved  in  any  ex 
parte  reexamination  proceeding  filed  under  §  1.510,  dissatis- 
fied with  the  decision  of  the  Board  of  Patent  Appeals  and 
Interferences,  and  any  party  to  an  interference  dissatisfied  with 
the  decision  of  the  Board  of  Patent  Appeals  and  Interferences, 
may  appeal  to  the  U.S.  Court  of  Appeals  for  the  Federal 
Circuit.  The  appellant  must  take  the  following  steps  in  such  an 
appeal:  In  the  U.S.  Patent  and  Trademark  Office,  file  a  written 
notice  of  appeal  directed  to  the  Director  (see  §§  1.302  and 
1.304);  and  in  the  Court,  file  a  copy  of  the  notice  of  appeal  and 
pay  the  fee  for  appeal  as  provided  by  the  rules  of  the  Court.  For 
appeals  by  patent  owners  and  third  party  requesters  in  inter 
partes  reexamination  proceedings  filed  under  §  1.913,  §  1.983 
is  controlling. 

9.  Section  1.302  is  revised  to  read  as  follows: 
§  1.302  Notice  of  appeal. 

(a)  When  an  appeal  is  taken  to  the  U.S.  Court  of  Appeals  for 
the  Federal  Circuit,  the  appellant  shall  give  notice  thereof  to 
the  Director  within  the  time  specified  in  §  1.304. 

(b)  In  interferences,  the  notice  must  be  served  as  provided  in 
§  1.646. 

(c)  In  ex  parte  reexamination  proceedings,  the  notice  must 
be  served  as  provided  in  §  1.550(f). 

(d)  In  inter  partes  reexamination  proceedings,  the  notice 
must  be  served  as  provided  in  §  1.903. 

(e)  Notices  of  appeal  directed  to  the  Director  shall  be  mailed 
to  or  served  by  hand  on  the  General  Counsel  as  provided  in  § 
104.2. 

10.  Section  1.303  is  amended  by  revising  paragraphs  (a), 
(b),  and  (d)  to  read  as  follows: 

§  1.303  Civil  action  under  35  U.S.C.  145,  146,  306. 

(a)  Any  applicant  or  any  owner  of  a  patent  involved  in  an  ex 
parte  reexamination  proceeding  filed  under  §  1.510  before 
November  29,  1999,  dissatisfied  with  the  decision  of  the  Board 
of  Patent  Appeals  and  Interferences,  and  any  party  to  an 
interference  dissatisfied  with  the  decision  of  the  Board  of 
Patent  Appeals  and  Interferences  may,  instead  of  appealing  to 
the  U.S.  Court  of  Appeals  for  the  Federal  Circuit  (§  1.301), 
have  remedy  by  civil  action  under  35  U.S.C.  145  or  146,  as 
appropriate.  Such  civil  action  must  be  commenced  within  the 
time  specified  in  §  1.304. 

(b)  If  an  applicant  in  an  ex  parte  case  or  an  owner  of  a  patent 
involved  in  an  ex  parte  reexamination  proceeding  filed  under  § 
1.510  before  November  29,  1999,  has  taken  an  appeal  to  the 
U.S.  Court  of  Appeals  for  the  Federal  Circuit,  he  or  she  thereby 
waives  his  or  her  right  to  proceed  under  35  U.S.C.  145. 


§  1.304  Time  for  appeal  or  civil  action. 

(a)(1)  The  time  for  filing  the  notice  of  appeal  to  the  U.S. 
Court  of  Appeals  for  the  Federal  Circuit  (§  1.302)  or  for 
commencing  a  civil  action  (§  1.303)  is  2  months  from  the  date 
of  the  decision  of  the  Board  of  Patent  Appeals  and  Interfer- 
ences. If  a  request  for  rehearing  or  reconsideration  of  the 
decision  is  filed  within  the  time  period  provided  under  § 
1.197(b),  or  §  1.658(b),  the  time  for  filing  an  appeal  or 
commencing  a  civil  action  shall  expire  2  months  after  action 
on  the  request.  If  a  request  for  rehearing  or  reconsideration  of 
the  decision  is  filed  within  the  time  period  provided  under  § 
1.979(a),  the  time  for  filing  an  appeal  shall  expire  2  months 
after  action  on  the  last  such  request  made  by  the  parties. 

(i)  In  interferences,  the  time  for  filing  a  cross-appeal  or 
cross-  action  expires: 

(A)  Fourteen  days  after  service  of  the  notice  of  appeal  or  the 
summons  and  complaint;  or 

(B)  Two  months  after  the  date  of  decision  of  the  Board  of 
Patent  Appeals  and  Interferences,  whichever  is  later. 

(ii)  In  inter  partes  reexaminations,  the  time  for  filing  a  cross- 
appeal  expires: 

(A)  Fourteen  days  after  service  of  the  notice  of  appeal;  or 

(B)  Two  months  after  the  date  of  decision  of  the  Board  of 
Patent  Appeals  and  Interferences,  whichever  is  later. 

12.  Section  1.417  is  revised  to  read  as  follows: 

§  1.417  Submission  of  translation  of  international  publica- 
tion. 

The  submission  of  an  English  language  translation  of  the 
publication  of  an  international  application  pursuant  to  35 
U.S.C.  154(d)(4)  must  clearly  identify  the  international  appli- 
cation to  which  it  pertains  (§  1.5(a))  and  be  clearly  identified 
as  a  submission  pursuant  to  35  U.S.C.  154(d)(4).  Otherwise, 
the  submission  will  be  treated  as  a  filing  under  35  U.S.C. 
111(a).  Such  submissions  should  be  marked  "Box  PCT." 

13.  Section  1.495  is  amended  by  revising  paragraphs  (c)  and 
(g)  to  read  as  follows: 

§  1.495  Entering  the  national  stage  in  the  United  States  of 
America. 


(c)  If  applicant  complies  with  paragraph  (b)  of  this  section 
before  expiration  of  thirty  months  from  the  priority  date  but 
omits  either  a  translation  of  the  international  application,  as 
filed,  into  the  English  language,  if  the  international  application 
was  originally  filed  in  another  language  and  if  any  English 
language  translation  of  the  publication  of  the  international 
application  previously  submitted  under  35  U.S.C.  154(d)  (§ 
1.417)  is  not  also  a  translation  of  the  international  application 
as  filed  (35  U.S.C.  371(c)(2)),  or  the  oath  or  declaration  of  the 
inventor  (35  U.S.C.  371(c)(4)  and  §  1.497),  if  a  declaration  of 
inventorship  in  compliance  with  §  1.497  has  not  been  previ- 
ously submitted  in  the  international  application  under  PCT 
Rule  4.17(iv)  within  the  time  limits  provided  for  in  PCT  Rule 
26ter.  1,  applicant  will  be  so  notified  and  given  a  period  of  time 
within  which  to  file  the  translation  and/or  oath  or  declaration  in 
order  to  prevent  abandonment  of  the  application.  The  payment 
of  the  processing  fee  set  forth  in  §  1.492(f)  is  required  for 
acceptance  of  an  English  translation  later  than  the  expiration  of 
thirty  months  after  the  priority  date.  The  payment  of  the 
surcharge  set  forth  in  §  1 .492(e)  is  required  for  acceptance  of 
the  oath  or  declaration  of  the  inventor  later  than  the  expiration 
of  thirty  months  after  the  priority  date.  A  "Sequence  Listing" 
need  not  be  translated  if  the  "Sequence  Listing"  comphes  with 
PCT  Rule  12.1(d)  and  the  description  complies  with  PCT  Rule 
5.2(b). 
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(g)  The  documents  and  fees  submitted  under  paragraphs  (b) 
and  (c)  of  this  section  must  be  clearly  identified  as  a  submis- 
sion to  enter  the  national  stage  under  35  U.S.C.  371.  Other- 
wise, the  submission  will  be  considered  as  being  made  under 
35  U.S.C.  111(a). 

14.  Section  1.913  is  revised  to  read  as  follows: 

§  1.913  Persons  eligible  to  file  request  for  inter  partes 
reexamination 

Except  as  provided  for  in  §  1.907,  any  person  other  than  the 
patent  owner  or  its  privies  may,  at  any  time  during  the  period 
of  enforceability  of  a  patent  which  issued  from  an  original 
application  filed  in  the  United  States  on  or  after  November  29, 
1999,  file  a  request  for  inter  partes  reexamination  by  the  OflBce 
of  any  claim  of  the  patent  on  the  basis  of  prior  art  patents  or 
printed  publications  cited  under  §  1.501. 

15.  Section  1.949  is  revised  to  read  as  follows: 

§  1.949  Examiner's  OfBce  action  closing  prosecution  in 
inter  partes  reexamination. 

Upon  consideration  of  the  issues  a  second  or  subsequent 
time,  the  examiner  shall  issue  an  Office  action  treating  all 
claims  present  in  the  inter  partes  reexamination,  which  may  be 
an  action  closing  prosecution.  The  Office  action  shall  set  forth 
all  rejections  and  determinations  not  to  make  a  proposed 
rejection,  and  the  grounds  therefor.  An  Office  action  will  not 
usually  close  prosecution  if  it  includes  a  new  ground  of 
rejection  which  was  not  previously  addressed  by  the  patent 
owner,  unless  the  new  ground  was  necessitated  by  an  amend- 
ment. 

16.  Section  1.953  is  amended  by  revising  paragraph  (a)  to 
read  as  follows: 

§  1.953  Examiner's  Rigtit  of  Appeal  Notice  in  inter  partes 
reexamination. 

(a)  Upon  considering  the  comments  of  the  patent  owner  and 
the  third  party  requester  subsequent  to  the  Office  action  closing 
prosecution  in  an  inter  partes  reexamination,  or  upon  expira- 
tion of  the  time  for  submitting  such  comments,  or  upon  a 
determination  of  patentability  of  all  claims  in  the  proceeding, 
the  examiner  shall  issue  a  Right  of  Appeal  Notice,  unless  the 
examiner  reopens  prosecution  and  issues  another  Office  action 
on  the  merits. 

17.  Section  1.959  is  amended  by  adding  a  new  paragraph  (f) 
to  read  as  follows: 

§  1.959  Notice  of  appeal  and  cross  appeal  to  Board  of 
Patent  Appeals  and  Interferences  in  inter  partes  reexami- 
nation. 


(f)  If  a  notice  of  appeal  or  cross  appeal  is  timely  filed  but 
does  not  comply  with  any  requirement  of  this  section,  appel- 
lant will  be  notified  of  the  reasons  for  non-compliance  and 
provided  with  a  non-  extendable  period  of  one  month  within 
which  to  file  an  amended  notice  of  appeal  or  cross  appeal.  If 
the  appellant  does  not  then  file  an  amended  notice  of  appeal  or 
cross  appeal  within  the  one-month  period,  or  files  a  notice 
which  does  not  overcome  all  the  reasons  for  non-compliance 
stated  in  the  notification  of  the  reasons  for  non-  compliance, 
that  appellant's  appeal  or  cross  appeal  will  stand  dismissed. 

18.  Section  1.965  is  amended  by  revising  paragraph  (d)  to 
read  as  follows: 

§  1.965  Appellant's  brief  inter  partes  reexamination. 

***** 

(d)  If  a  brief  is  filed  which  does  not  comply  with  all  the 
requirements  of  paragraphs  (a)  and  (c)  of  this  section,  appellant 
will  be  notified  of  the  reasons  for  non-compliance  and  pro- 
vided with  a  non-extendable  period  of  one  month  within  which 
to  file  an  amended  brief.  If  the  appellant  does  not  file  an 
amended   brief  during   the   one-month  period,   or   files   an 


amended  brief  which  does  not  overcome  all  the  reasons  for 
non-compliance  stated  in  the  notification,  that  appellant's 
appeal  will  stand  dismissed. 

19.  Section  1.967  is  amended  by  revising  paragraph  (c)  to 
read  as  follows: 

§  1.967  Respondent's  brief  in  inter  partes  reexamination. 

(c)  If  a  respondent  brief  is  filed  which  does  not  comply  with 
all  the  requirements  of  paragraphs  (a)  and  (b)  of  this  section, 
respondent  will  be  notified  of  the  reasons  for  non-compUance 
and  provided  with  a  non-extendable  period  of  one  month 
within  which  to  file  an  amended  brief.  If  the  respondent  does 
not  file  an  amended  brief  during  the  one-month  period,  or  files 
an  amended  brief  which  does  not  overcome  all  the  reasons  for 
non-compliance  stated  in  the  notification,  the  respondent  brief 
will  not  be  considered. 

20.  Section  1.971  is  revised  to  read  as  follows: 

§  1.971  Rebuttal  brief  in  inter  partes  reexamination. 

(a)  Within  one  month  of  the  examiner's  answer  in  an  inter 
partes  reexamination  appeal,  any  appellant  may  once  file  a 
rebuttal  brief  in  triplicate.  The  rebuttal  brief  of  the  patent 
owner  may  be  directed  to  the  examiner's  answer  and/or  any 
respondent  brief.  The  rebuttal  brief  of  any  third  party  requester 
may  be  directed  to  the  examiner's  answer  and/or  the  respon- 
dent brief  of  the  patent  owner.  The  rebuttal  brief  of  a  third 
party  requester  may  not  be  directed  to  the  respondent  brief  of 
any  other  third  party  requester.  No  new  ground  of  rejection  can 
be  proposed  by  a  third  party  requester.  The  time  for  filing  a 
rebuttal  brief  may  not  be  extended.  The  rebuttal  brief  must 
include  a  certification  that  a  copy  of  the  rebuttal  brief  has  been 
served  in  its  entirety  on  all  other  parties  to  the  reexamination 
proceeding.  The  names  and  addresses  of  the  parties  served 
must  be  indicated. 

(b)  If  a  rebuttal  brief  is  filed  which  does  not  comply  with  all 
the  requirements  of  paragraph  (a)  of  this  section,  appellant  will 
be  notified  of  the  reasons  for  non-comphance  and  provided 
with  a  non-  extendable  period  of  one  month  within  which  to 
file  an  amended  rebuttal  brief.  If  the  appellant  does  not  file  an 
amended  rebuttal  brief  during  the  one-month  period,  or  files  an 
amended  rebuttal  brief  which  does  not  overcome  all  the 
reasons  for  non-compliance  stated  in  the  notification,  that 
appellant's  rebuttal  brief  will  not  be  considered. 

21.  Section  1.977  is  amended  by  revising  paragraph  (g)  to 
read  as  follows: 

§  1.977  Decision  by  the  Board  of  Patent  Appeals  and 
Interferences;  remand  to  examiner  in  inter  partes  reexami- 
nation. 

(g)  The  time  period  set  forth  in  paragraph  (b)  of  this  section 
is  subject  to  the  extension  of  time  provisions  of  §  1.956,  when 
the  owner  is  responding  under  paragraph  (b)(1)  of  this  section. 
The  time  period  set  forth  in  paragraph  (b)  of  this  section  may 
not  be  extended  when  the  owner  is  responding  under  paragraph 
(b)(2)  of  this  section.  The  time  periods  set  forth  in  paragraphs 
(c)  and  (e)  of  this  section  may  not  be  extended. 

22.  Section  1 .979  is  amended  by  revising  paragraphs  (e)  and 
(f)  to  read  as  follows: 

§  1.979  Action  following  decision  by  the  Board  of  Patent 
Appeals  and  Interferences  or  dismissal  of  appeal  in  inter 
partes  reexamination. 

(e)  The  parties  to  an  appeal  to  the  Board  of  Patent  Appeals 
and  Interferences  may  not  appeal  to  the  U.S.  Court  of  Appeals 
for  the  Federal  Circuit  under  §  1.983  until  all  parties'  rights  to 
request  rehearing  have  been  exhausted,  at  which  time  the 
decision  of  the  Board  of  Patent  Appeals  and  Interferences  is 
final  and  appealable  by  any  party  to  an  appeal  to  the  Board  of 
Patent  Appeals  and  Interferences  who  is  dissatisfied  with  the 
final  decision  of  the  Board  of  Patent  Appeals  and  Interferences. 

(f)  An  appeal  to  the  Board  of  Patent  Appeals  and  Interfer- 
ences by  a  party  is  considered  terminated  by  the  dismissal  of 
that  party's  appeal,  the  failure  of  the  party  to  timely  request 
rehearing  under  §  1.979(a)  or  (c),  or  the  failure  of  the  party  to 
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timely  file  an  appeal  to  the  U.S.  Court  of  Appeals  for  the 
Federal  Circuit  under  §  1.983.  The  date  of  such  termination  is 
the  date  on  which  the  appeal  is  dismissed,  the  date  on  which 
the  time  for  rehearing  expires,  or  the  date  on  which  the  time  for 
the  appeal  to  the  U.S.  Court  of  Appeals  for  the  Federal  Circuit 
expires.  If  an  appeal  to  the  U.S.  Court  of  Appeals  for  the 
Federal  Circuit  has  been  filed,  the  appeal  is  considered 
terminated  when  the  mandate  is  issued  by  the  Court.  Upon 
termination  of  an  appeal,  if  no  other  appeal  is  present,  the 
reexamination  proceeding  will  be  terminated  and  the  Director 
will  issue  a  certificate  under  §  1.997. 

23.  The  undesignated  center  heading  immediately  preceding 
§  1.983  is  revised  to  read  as  follows: 

Appeal  to  the  United  States  Court  of  Appeals  for  the 
Federal  Circuit  in  Inter  Partes  Reexamination 

24.  Section  1.983  is  revised  to  read  as  follows: 

§  1.983  Appeal  to  the  United  States  Court  of  Appeals  for 
the  Federal  Circuit  in  inter  partes  reexamination. 

(a)  The  patent  owner  or  third  party  requester  in  an  inter 
partes  reexamination  proceeding  who  is  a  party  to  an  appeal  to 
the  Board  of  Patent  Appeals  and  Interferences  and  who  is 
dissatisfied  with  the  decision  of  the  Board  of  Patent  Appeals 
and  Interferences  may,  subject  to  §  1.979(e),  appeal  to  the  U.S. 
Court  of  Appeals  for  the  Federal  Circuit  and  may  be  a  party  to 
any  appeal  thereto  taken  from  a  reexamination  decision  of  the 
Board  of  Patent  Appeals  and  Interferences. 

(b)  The  appellant  must  take  the  following  steps  in  such  an 
appeal: 

(1)  In  the  U.  S.  Patent  and  Trademark  Office,  timely  file  a 
written  notice  of  appeal  directed  to  the  Director  in  accordance 
with  §§  1.302  and  1.304; 

(2)  In  the  Court,  file  a  copy  of  the  notice  of  appeal  and  pay 
the  fee,  as  provided  for  in  the  rules  of  the  Court;  and 

(3)  Serve  a  copy  of  the  notice  of  appeal  on  every  other  party 
in  the  reexamination  proceeding  in  the  manner  provided  in  § 
1.248. 

(c)  If  the  patent  owner  has  filed  a  notice  of  appeal  to  the  U.S. 
Court  of  Appeals  for  the  Federal  Circuit,  the  third  party  may 
cross  appeal  to  the  U.S.  Court  of  Appeals  for  the  Federal 
Circuit  if  also  dissatisfied  with  the  decision  of  the  Board  of 
Patent  Appeals  and  Interferences. 

(d)  If  the  third  party  has  filed  a  notice  of  appeal  to  the  U.S. 
Court  of  Appeals  for  the  Federal  Circuit,  the  patent  owner  may 
cross  appeal  to  the  U.S.  Court  of  Appeals  for  the  Federal 
Circuit  if  also  dissatisfied  with  the  decision  of  the  Board  of 
Patent  Appeals  and  Interferences. 

(e)  A  party  electing  to  participate  in  an  appellant's  appeal 
must,  within  14  days  of  service  of  the  appellant's  notice  of 
appeal  under  paragraph  (b)  of  this  section,  or  notice  of  cross 
appeal  under  paragraphs  (c)  or  (d)  of  this  section,  take  the 
following  steps: 

(1)  In  the  U.  S.  Patent  and  Trademark  Office,  timely  file  a 
written  notice  directed  to  the  Director  electing  to  participate  in 
the  appellant's  appeal  to  the  Court  by  mail  to  or  hand  service 
on  the  General  Counsel  as  provided  in  §  104.2; 

(2)  In  the  Court,  file  a  copy  of  the  notice  electing  to 
participate  in  accordance  with  the  rules  of  the  Court;  and 

(3)  Serve  a  copy  of  the  notice  electing  to  participate  on 
every  other  party  in  the  reexamination  proceeding  in  the 
manner  provided  in  §  1.248. 

(f)  Notwithstanding  any  provision  of  the  rules,  in  any 
reexamination  proceeding  commenced  prior  to  November  2, 
2002,  the  third  party  requester  is  precluded  from  appealing  and 
cross  appealing  any  decision  of  the  Board  of  Patent  Appeals 
and  Interferences  to  the  U.S.  Court  of  Appeals  for  the  Federal 


Circuit,  and  the  third  party  requester  is  precluded  from 
participating  in  any  appeal  taken  by  the  patent  owner  to  the 
Court. 


April  22,  2003 


JAMES  E.  ROGAN 

Under  Secretary  of  Commerce  for 

Intellectual  Property  and 

Director  of  the  United  States 

Patent  and  Trademark  Office 
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(88)         Effective  Date  of  the  Final  Rule  Entitled 
Rules  to  Implement  Optional 
Inter  Partes  Reexamination  Proceedings 

The  effective  date  of  the  final  rule  entitled  Rules  to  Imple- 
ment Optional  Inter  Partes  Reexamination  Proceedings  re- 
mains February  5,  2001.  See  Rules  to  Implement  Optional 
Inter  Partes  Reexamination  Proceedings.  65  Fed.  Reg.  76755 
(Dec.  7,  2000),  1242  Off.  Gaz.  Pat.  Office  12  (Jan.  2,  2001). 

The  United  States  Patent  and  Trademark  Office  (USPTO) 
published  a  notice  in  the  Official  Gazette  on  March  6,  2001, 
indicating  that  the  effective  date  of  the  final  rule  entitled  Rules 
to  Implement  Optional  Inter  Partes  Reexamination  Proceed- 
ings was  delayed  until  April  6,  2001.  See  Rules  to  Implement 
Optional  Inter  Partes  Reexamination  Proceedings:  Delay  of 
Effective  Date.  1244  Off.  Gaz.  Pat.  Office  14  (Mar.  6,  2001). 
Nevertheless,  the  effective  date  of  the  final  rule  entitled  Rules 
to  Implement  Optional  Inter  Partes  Reexamination  Proceed- 
ings was  not  delayed  until  April  6,  2001,  and  no  notice  to  that 
effect  was  published  in  the  Federal  Register.  Therefore,  the 
publication  of  a  notice  in  the  Official  Gazette  indicating  that 
the  effective  date  of  the  final  rule  entitled  Rules  to  Implement 
Optional  Inter  Partes  Reexamination  Proceedings  was  delayed 
until  April  6,  2001,  was  in  error  and  is  withdrawn,  and  the 
effective  date  of  the  final  rule  entitled  Rules  to  Implement 
Optional  Inter  Partes  Reexamination  Proceedings  remains 
February  5,  2001. 


March  8,  2001 


NICHOLAS  P  GODICI 

Acting  Under  Secretary  of  Commerce 

for  Intellectual  Property  and 

Acting  Director  of  the  United  States 

Patent  and  Trademark  Office 

[1245  OG  16] 


(89)  DEPARTMENT  OF  COMMERCE 

United  States  Patent  and  Trademark  OfiBce 

37  CFR  Part  1 

KIN  0651-AB04 

[Docket  No.  000308064-1028-02] 

Rules  to  Implement  Optional  Inter  Partes  Reexamination 
Proceedings:  Delay  of  Effective  Date 

AGENCY:  United  States  Patent  and  Trademark  Office,  Com- 
merce. 

ACTION:  Final  rule;  delay  of  effective  date. 

SUMMARY:  In  accordance  with  the  memorandum  of  January 
20,  2001,  from  the  Assistant  to  the  President  and  Chief  of  Staff, 
entitled  "Regulatory  Review  Plan,"  published  in  the  Federal 
Register  on  January  24,  2001,  this  action  temporarily  delays 
for  60  days  the  effective  date  of  the  rule  entitled  Rules  to 
Implement  Optional  Inter  Partes  Reexamination  Proceedings, 
published  in  the  Federal  Register  on  December  7,  2000,  at  65 
FR  76756.  That  final  rule  implements  the  optional  inter  partes 
reexamination  provisions  of  the  American  Inventors  Protection 
Act  of  1999. 

DATES:  The  effective  date  of  the  Rules  to  Implement  Optional 
Inter  Partes  Reexamination  Proceedings,  published  in  the 
Federal  Register  on  December  7,  2000,  at  65  FR  76756,  is 
delayed  for  60  days,  from  February  5,  2001  to  a  new  effective 
date  of  April  6,  2001. 
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FOR  FURTHER  INFORMATION  CONTACT:  Kenneth 
M.  Schor  or  Gerald  A.  Dost,  Senior  Legal  Advisors.  Kenneth 
M.  Schor  and  Gerald  A.  Dost  may  be  contacted  by  telephone 
at  (703)  305-1616. 

SUPPLEMENTARY  INFORMATION:  The  effective  date  of 
the  final  rule  to  implement  the  optional  inter  partes  reexami- 
nation provisions  of  the  American  Inventors  Protection  Act  of 
1999,  entitled  Rules  to  Implement  Optional  Inter  Partes 
Reexamination  Proceedings,  and  published  in  the  Federal 
Register  on  December  7,  2000,  at  65  FR  76756,  is  temporarily 
delayed  from  February  5,  2001  until  April  6,  2001.  To  the 
extent  that  5  U.S.C.  section  553  applies  to  this  action,  it  is 
exempt  from  notice  and  comment  because  it  constitutes  a  rule 
of  procedure  under  5  U.S.C.  section  553(b)(A).  Alternatively, 
the  agency's  implementation  of  this  rule  without  opportunity 
for  pubUc  comment,  effective  immediately  upon  publication  in 
the  Federal  Register,  is  based  on  the  good  cause  exceptions  in 
5  U.S.C.  section  553(b)(B)  and  553(d)(3),  in  that  seeking 
public  comment  is  impracticable,  unnecessary  and  contrary  to 
the  public  interest.  The  temporary  60-day  delay  in  effective 
date  is  necessary  to  give  Department  officials  the  opportunity 
for  further  review  and  consideration  of  new  regulations, 
consistent  with  the  Assistant  to  the  President's  memorandum 
of  January  20,  2001.  Given  the  imminence  of  the  effective 
date,  seeking  prior  public  comment  on  this  temporary  delay 
would  have  been  impractical,  as  well  as  contrary  to  the  public 
interest  in  the  orderly  promulgation  and  implementation  of 
regulations. 


Feb.  6,  2001 


NICHOLAS  P  GODICI 

Acting  Under  Secretary  of  Commerce 

for  Intellectual  Property  and 

Director  of  the  United  States  Patent 

and  Trademark  Office 
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(90)  DEPARTMENT  OF  COMMERCE 

United  States  Patent  and  Trademark  Office 
37  CFR  Part  1 
RIN  0651-AB04 

Rules  to  Implement  Optional  Inter  Partes 
Reexamination  Proceedings 

AGENCY:  United  States  Patent  and  Trademark  Office,  Com- 
merce. 

ACTION:  Final  rule. 

SUMMARY:  The  U.S.  Patent  and  Trademark  Office  (the 
Office)  is  amending  its  rules  of  practice  in  patent  cases  to 
provide  revised  procedures  for  the  reexamination  of  patents 
and  thereby  implement  certain  provisions  of  the  American 
Inventors  Protection  Act  of  1999.  The  American  Inventors 
Protection  Act  of  1999  included  an  amendment  to  the  Patent 
Act  to  authorize  the  extension  of  reexamination  proceedings 
via  an  optional  inter  partes  (multiparty)  reexamination  proce- 
dure in  addition  to  the  present  ex  parte  (single  party)  reexami- 
nation procedure  as  a  means  for  improving  the  quality  of 
United  States  patents.  The  Office  intends,  through  this  amend- 
ment of  its  rules,  to  provide  patent  owners  and  the  pubUc  with 
guidance  on  the  procedures  that  the  Office  will  follow  in 
conducting  optional  inter  partes  reexamination  proceedings  in 
addition  to  the  present  ex  parte  reexamination  proceedings. 

The  American  Inventors  Protection  Act  of  1999  also  made 
other  miscellaneous  changes  to  the  Patent  Act  which  relate  to 
reexamination,  and  it  is  intended  that  this  amendment  of  the 
Office's  rules  will  implement  those  changes  relating  to  reex- 
amination. 

DATES:  Effective  Date:  February  5,  2001. 

FOR  FURTHER  INFORMATION  CONTACT:  Kenneth 
M.  Schor  or  Gerald  A.  Dost,  Senior  Legal  Advisors.  Kenneth 
M.  Schor  may  be  contacted  (a)  by  telephone  at  (703)  305- 
1616;  (b)  by  mail  addressed  to:  U.S.  Patent  and  Trademark 
Office,  Box  Comments — Patents,  Commissioner  for  Patents, 
Washington,  D.C.  20231,  marked  to  the  attention  of  Kenneth 
M.  Schor;  (c)  by  facsimile  transmission  to  (703)  872-9408, 


marked  to  the  attention  of  Kenneth  M.  Schor;  or  (d)  by 
electronic  mail  message  over  the  Internet  addressed  to 
reexam.rules@uspto.gov  and  titled  "Inter  Partes  Reexamina- 
tion." Gerald  A.  Dost  may  be  contacted  (a)  by  telephone  at 
(703)  305-1616;  (b)  by  mail  addressed  to:  U.S.  Patent  and 
Trademark  Office,  Box  Comments — Patents,  Commissioner 
for  Patents,  Washington,  D.C.  20231,  marked  to  the  attention 
of  Gerald  A.  Dost;  (c)  by  facsimile  transmission  to  (703) 
308-6916,  marked  to  the  attention  of  Gerald  A.  Dost;  or  (d)  by 
electronic  mail  message  over  the  Internet  addressed  to 
reexam.rules@uspto.gov  and  titled  ''Inter  Partes  Reexamina- 
tion." 

SUPPLEMENTARY  INFORMATION: 

Background 

This  final  rule  sets  forth  distinct  procedures  directed  toward 
determining  and  improving  the  quality  and  reliability  of  United 
States  patents.  The  procedures  provide  for  the  optional  inter 
partes  reexamination  procedures  in  addition  to  the  present  ex 
parte  reexamination  procedures  for  the  reexamination  of 
patents  as  provided  for  by  the  American  Inventors  Protection 
Act  of  1999  as  part  of  the  conference  report  (H.  Rep.  106-479) 
on  H.R.  3194,  Consolidated  Appropriations  Act,  Fiscal  Year 
2000.  The  text  of  the  American  Inventors  Protection  Act  of 
1999,  is  contained  in  title  IV  of  S.  1948,  the  Intellectual 
Property  and  Communications  Omnibus  Reform  Act  of  1999 
(Pubhc  Law  106-113),  the  Act  which  is  incorporated  by 
reference  in  Division  B  of  the  conference  report.  The  proce- 
dures also  provide  for  implementation  of  other  miscellaneous 
changes  to  the  reexamination  of  patents  also  provided  for  in 
Public  Law  106-113. 

In  August  1995,  the  Office  pubhshed  proposed  rules  in 
anticipation  of  H.R.  1732,  104th  Cong.,  1st  Sess.  (1995),  a 
predecessor  of  the  present  inter  partes  reexamination  statute. 
H.R.  1732  did  not,  however,  mature  into  a  statute.  The  August 
1995  Notice  of  Proposed  Rulemaking  entitled  "Rules  of 
Practice  in  Patent  Cases;  Reexamination  Proceedings,"  was 
pubhshed  in  the  Federal  Register  at  60  FR  41035  (August  11, 
1995)  and  in  the  Official  Gazette  at  1177  Off.  Gaz.  Pat.  Office 
130  (August  22,  1995).  Sixteen  sets  of  written  comments  were 
received  in  response  to  the  August  1995  Notice  of  Proposed 
Rulemaking.  A  public  hearing  was  held  at  9:30  a.m.  on 
September  20,  1995.  Eight  individuals  offered  oral  comments 
at  the  hearing. 

In  response  to  the  1999  Public  Law  106-113,  a  notice  of 
proposed  rulemaking  was  published  in  the  Federal  Register 
on  April  6,  2000,  at  65  FR  18154-18186,  and  in  the  Official 
Gazette  on  May  23,  2000,  at  1234  O.G.  93-123.  The  2000 
notice  of  proposed  rulemaking  addressed,  and  took  into 
consideration,  the  conmients  received  in  response  to  the  1995 
proposed  rules.  A  public  hearing  was  not  held. 

Discussion  of  General  Issues  Involved 

This  final  rule  is  in  response  to  Public  Law  106-113,  the  Act 
which  resulted  from  suggestions  and  comments  to  the  Admin- 
istration by  the  public,  bar  groups,  and  the  August  1992 
Advisory  Commission  on  Patent  Law  Reform  suggesting  more 
participation  in  the  reexamination  proceeding  by  third  party 
requesters.  Under  the  inter  partes  reexamination  rules  set  forth 
in  this  final  rule  notice,  third  party  requesters  will  have  greater 
opportunity  to  participate  in  reexamination  proceedings  in 
keeping  with  the  spirit  and  intent  of  the  new  law.  At  the  same 
time,  participation  will  be  hmited  to  minimize  the  costs  and 
other  effects  of  reexamination  requests  on  patentees,  especially 
individuals  and  small  businesses. 

Ex  parte  reexamination  proceedings  filed  under  chapter  30 
of  35  U.S.C.  (both  before  and  after  the  effective  date,  Novem- 
ber 29,  1999,  of  the  new  law)  will  continue  to  be  governed  by 
37  CFR  1.510-1.570.  The  final  rules  for  optional  inter  partes 
reexamination  proceedings  under  chapter  31  of  35  U.S.C.  have 
been  numbered  37  CFR  1.902-1.997. 

The  effective  date  of  the  statute  with  respect  to  the  optional 
inter  partes  reexamination  proceedings  as  well  as  to  the 
existing  ex  parte  reexamination  proceedings  is  complex.  With 
the  exception  of  the  amendments  to  35  U.S.C.  41(a)(7) 
directed  to  the  revival  of  terminated  ex  parte  and  inter  partes 
reexamination  proceedings,  the  new  statute  and  the  conform- 
ing amendments  to  the  present  statute  take  effect  on  the  date  of 
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enactment,  November  29,  1999.  The  changes,  however,  only 
apply  to  a  reexamination  of  a  patent  that  issues  from  an 
original  application  which  was  filed  in  the  United  States  on  or 
after  November  29,  1999.  Thus,  for  inter  partes  reexamina- 
tions, the  effective  date  language  (in  section  4608  of  S.  1948) 
limits  the  applicability  of  the  new  inter  partes  reexamination 
chapter  31  of  35  U.S.C.,  and  that  of  the  conforming  amend- 
ments to  35  U.S.C.  134,  141,  143  and  145,  to  any  patent  that 
issues  from  an  original  application  filed  in  the  United  States  on 
or  after  November  29,  1999,  the  effective  date  of  Public  Law 
106-113.  For  ex  parte  reexaminations  filed  under  chapter  30  of 
35  U.S.C,  the  conforming  amendments  to  35  U.S.C.  134,  141, 
143  and  145,  apply  only  to  those  ex  parte  reexamination 
proceedings  filed  under  §  1.510  for  patents  that  issue  from  an 
original  application  that  is  filed  in  the  United  States  on  or  after 
November  29,  1999.  The  conforming  amendments  to  35 
U.S.C.  134,  141,  143  and  145,  correspondingly,  will  not  apply 
to  ex  parte  reexamination  proceedings  filed  under  §  1.510  for 
patents  that  issue  from  an  original  application  filed  in  the 
United  States  prior  to  November  29,  1999.  An  "original 
application"  filed  in  the  United  States  prior  to  November  29, 
1999,  is  defined  in  the  notice  entitled  "Guidelines  Concerning 
the  Implementation  of  Changes  to  35  U.S.C.  102(g)  and  103(c) 
and  the  Interpretation  of  the  Term  'Original  Application'  in  the 
American  Inventors  Protection  Act  of  1999"  which  notice  was 
published  in  the  Official  Gazette  at  1233  Off.  Gaz.  Pat.  Office 
54  (April  11,  2000).  The  phrase  "original  application"  is 
interpreted  to  encompass  utility,  plant  and  design  applications, 
including  first  filed  applications,  continuations,  divisionals, 
continuations-in-part,  continued  prosecution  applications  and 
the  national  stage  phase  of  international  applications.  There- 
fore, the  optional  inter  partes  reexamination,  and  the  applica- 
tion of  the  conforming  amendments  to  35  U.S.C.  134,  141,  143 
and  145  for  both  inter  partes  and  ex  parte  reexamination 
proceedings  is  applicable  to  patents  which  issue  from  all 
applications  (except  for  reissue  applications)  filed  on  or  after 
November  29,  1999.  A  patent  which  issues  from  an  application 
filed  prior  to  November  29,  1999,  with  a  request  for  continued 
examination  (defined  in  section  4403  of  the  Act)  made  on  or 
after  May  29,  2000,  however,  is  not  eligible  for  the  optional 
inter  partes  reexamination  procedure  nor  application  of  the 
conforming  amendments  discussed  above,  because  a  request 
for  continued  examination  is  not  a  filing  of  an  application. 

The  conforming  amendments  also  amend  35  U.S.C.  41(a)(7) 
to  include  the  words  "any  reexamination  proceeding"  under 
the  "unintentional"  revival  provisions  of  the  statute  to  provide 
the  patent  owner  with  a  remedy  for  an  unintentionally  delayed 
response  in  any  reexamination  proceeding.  These  words  "any 
reexamination  proceeding"  clearly  make  this  section  appli- 
cable to  both  ex  parte  reexaminations  and  inter  partes  reex- 
aminations. The  effective  date  of  this  amendment  to  35  U.S.C. 
41(a)(7)  is  one  year  after  the  date  of  enactment  of  the  Act,  or 
November  29,  2000.  See  section  4608  of  S.  1948.  Thus,  as  of 
November  29,  2000,  any  ex  parte  or  inter  partes  reexamination 
filed  before,  on,  or  after  November  29,  2000,  is  subject  to  the 
"unintentional"  revival  provisions  of  the  statute. 

Regarding  the  reexamination  fee,  35  U.S.C.  41(d)  requires 
the  Commissioner  of  the  United  States  Patent  and  Trademark 
Office  (the  Commissioner)  to  set  the  fee  for  the  new  optional 
inter  partes  reexamination  at  a  level  which  will  recover  the 
estimated  average  cost  of  the  reexamination  proceeding  to  the 
Office.  The  estimated  average  cost  is  $8,800  for  an  inter  partes 
reexamination  proceeding.  The  difference  in  the  cost  between 
an  ex  parte  reexamination  ($2,520)  and  an  inter  partes 
reexamination  ($8,800)  takes  into  account  that  the  Office  will 
expend  substantially  more  resources  for  examination,  supervi- 
sion, training,  etc.,  where  the  third  party  requester  participates 
in  an  inter  partes  reexamination  proceeding,  and  takes  into 
account  the  additional  processing  steps  that  are  expected 
during  an  inter  partes  reexamination  proceeding. 


Discussion  of  the  Major  Specific  Issues  Involved  (1999 
Statute) 

The  rules  relating  to  inter  partes  reexamination  proceedings 
are  directed  to  the  provisions  set  forth  in  chapter  3 1  of  title  35 
of  the  United  States  Code  (35  U.S.C.  311-318).  This  Chapter 
provides  for  the  filing  of  requests  for  inter  partes  reexamina- 
tion, decisions  on  such  requests,  inter  partes  reexamination, 
appeal  from  inter  partes  reexamination  decisions,  and  the 
issuance  of  a  certificate  at  the  termination  of  the  inter  partes 
reexamination  proceedings. 


This  final  rule  contains  a  number  of  changes  to  the  text  of 
the  rules  that  were  proposed  for  comment.  The  significant 
changes  (as  opposed  to  grammatical  corrections)  are  discussed 
below.  Familiarity  with  the  Notice  of  Proposed  Rulemaking  is 
assumed. 

Section  4732  of  the  American  Inventors  Protection  Act  of 
1999  changed  (among  other  things)  the  title  "Commissioner" 
to  "Director."  In  the  Notice  of  Proposed  Rulemaking  the  title 
"Commissioner' '  was  revised  to  read  "Director' '  in  the  current 
rules,  or  portions  of  the  current  rules,  that  were  proposed  to  be 
amended;  and  in  the  proposed  new  rules  the  new  title  "Direc- 
tor" was  used  in  place  of  the  former  title  "Commissioner."  In 
this  final  rule,  however,  the  title  "Commissioner' '  is  not  being 
changed  to  "Director' '  where  it  appears  in  the  current  rules  of 
practice  involved  in  this  final  rule,  and  the  title  "Commis- 
sioner' '  and  not  "Director' '  is  used  in  the  new  rules  adopted  in 
this  final  rule.  This  is  because  legislation  is  pending  before 
Congress  that  (if  enacted)  would  restore  the  former  title 
"Commissioner."  See  Intellectual  Property  Technical  Amend- 
ments Act  of  2000,  H.R.  4870,  106th  Cong.  (2000). 

The  USPTO  received  10  sets  of  written  comments  (from 
Intellectual  Property  Organizations,  Law  Firms,  Businesses 
and  Patent  Practitioners)  in  response  to  the  Notice  of  Proposed 
Rulemaking.  The  written  comments  have  been  analyzed. 
General  comments  are  addressed  as  a  group  separately  from 
the  specific  rules.  Comments  directed  to  specific  rules  and  the 
response  to  each  comment  are  provided  with  the  discussion  of 
the  specific  rule.  Comments  in  support  of  proposed  rules 
generally  have  not  been  reported  in  the  responses  to  comments 
section. 

Discussion  of  General  Comments 

General  Comment  1:  Examiner  Assignment  (selection  of  ex- 
aminer) 

Two  comments  were  received  directed  to  the  selection  of  the 
examiner  who  will  be  assigned  the  inter  partes  reexamination. 
One  comment  suggested  that  the  "rules"  rather  than  policy 
should  provide  that  an  inter  partes  reexamination  be  handled 
by  an  examiner  other  than  the  one  who  originally  examined  the 
apphcation. 

The  second  comment  expressed  support  for  the  Office's 
announced  intention  to  adopt  a  policy  that  a  different  examiner, 
other  than  those  actually  involved  in  the  examination  and 
issuing  of  the  patent,  will  be  assigned  the  inter  partes 
reexamination. 

Response  to  General  Comment  1 

The  Office's  intention  to  adopt  a  policy  that  a  different 
examiner,  other  than  those  actually  involved  in  the  examina- 
tion and  issuing  of  the  patent,  will  be  assigned  the  inter  partes 
reexamination  was  announced  in  the  proposed  rules.  See 
Notice  of  proposed  rulemaking.  Rules  to  Implement  Optional 
Inter  Partes  Reexamination  Proceedings,  65  FR  18154, 
18157-58  (April  6,  2000),  1234  OG  93,  96  (May  23,  2000), 
Response  to  Issue  4,  first  paragraph.  As  noted  therein,  studies 
conducted  by  the  Office  as  to  the  selection  of  the  examiner 
have  not  shown  any  examiner  bias  irrespective  of  whether  the 
same  or  a  different  examiner  handles  the  reexamination.  The 
same  examiner  should  not  be  biased  toward  confirming  pat- 
entability, because  a  reexamination  is  not  a  rehash  of  old 
issues,  but  rather,  the  resolution  of  a  new  question  of  patent- 
ability. In  spite  of  these  findings,  the  Office  is,  for  the  most 
part,  adopting  the  comments  suggesting  assignment  of  the 
reexamination  to  an  examiner  other  than  the  one  who  origi- 
nally examined  and  issued  the  patent.  The  new  policy  is  being 
adopted  in  order  to  eliminate  any  perception  by  the  public  of 
bias  by  the  original  examiner  who  handled  the  patent.  The 
change  in  the  manner  of  examiner  selection,  however,  will  be 
implemented  as  a  matter  of  policy,  rather  than  by  rule  change. 
Specific  guidance  as  to  policies,  practice  and  procedure  as  they 
will  apply  to  examiner  selection  in  inter  partes  reexamination 
proceedings  will  be  forthcoming  in  a  separate  Official  Gazette 
notice  to  be  published  in  conjunction  with  the  final  rules  on 
inter  partes  reexamination. 

General  Comment  2:  Panel  Review  of  Examiner  Actions 

Two  comments  were  received  directed  to  the  review  of  the 
examiner's  actions  during  the  examination  process.  One  com- 
ment expressed  support  for  the  Office's  announced  intention  to 
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adopt  a  policy  to  hold  a  panel  review  of  the  examiner's 
proposed  action  at  selected  times  during  the  examination.  The 
comment  suggested  that  such  a  review,  however,  be  conducted 
of  each  action  by  the  examiner  that  includes  an  action  on  the 
merits  of  the  claims  rather  than  the  announced  intention  of 
holding  such  a  review  just  prior  to  the  decision  to  order 
reexamination  and  at  the  close  of  prosecution. 

The  second  comment  expressed  support  for  the  proposed 
policy  for  better  review  of  the  (single)  examiner's  decision 
during  the  reexamination.  The  comment,  however,  erroneously 
identified  the  announced  change  in  policy  as  a  rule  proposal. 

Response  to  General  Comment  2 

The  Ofl&ce's  intention  to  adopt  a  policy  to  hold  a  patentabil- 
ity review  conference  (panel  review)  during  the  examination 
process  was  announced  in  the  proposed  rules.  See  Notice  of 
proposed  rulemaking.  Rules  to  Implement  Optional  Inter 
Partes  Reexamination  Proceedings,  65  FR  18154,  18158 
(April  6,  2000),  1234  OG  93,  96  (May  23,  2000),  Response  to 
Issue  4,  last  paragraph.  It  was  noted  therein  that,  in  order  to 
provide  a  thorough  review  by  a  team  of  examiners,  a  practice 
was  being  considered  to  hold  a  panel  review  just  prior  to  when 
the  decision  on  the  request  for  reexamination  (order/denial)  is 
issued  and  at  the  close  of  prosecution  (i.e.,  just  prior  to 
"allowance"  of  the  reexamination  or  just  prior  to  issuing  a 
right  of  appeal  notice  and  final  rejection).  The  panel  review 
would  be  similar  to  the  appeal  conference  review  done  in  an 
application  on  appeal  to  the  Board  of  Patent  Appeals  and 
Interferences.  Upon  reconsideration,  it  has  been  decided  that  a 
panel  review  will  not  be  conducted  just  prior  to  the  decision  on 
the  request  for  reexamination  (order/denial)  and  just  prior  to 
the  "allowance"  of  the  reexamination,  i.e.,  issuance  of  a 
Notice  of  Intent  to  Issue  a  Reexamination  Certificate  (NIRC). 
A  panel  review  is  not  necessary  at  the  time  of  the  initial 
determination  to  order/deny  the  request  for  inter  partes  reex- 
amination. If  reexamination  is  ordered,  prosecution  proceeds, 
and  both  the  patent  owner  and  the  third  party  requester  will 
have  the  opportunity  to  address  the  position  of  the  examiner  set 
forth  in  the  first  Ofi&ce  action.  Further,  patentability  panel 
reviews  will  be  conducted  later  in  the  examination  of  the  case. 
If  the  reexamination  request  is  denied,  the  third  party  requester 
has  the  opportunity  under  §  1.927  to  request  a  de  novo  review 
by  the  TC  Group  Director  of  the  examiner's  decision  denying 
reexamination.  A  panel  review  is  not  necessary  at  the  time  of 
the  "allowance"  of  the  reexamination  because  the  "allow- 
ance' '  of  the  reexamination  in  an  inter  partes  reexamination 
proceeding  is  essentially  a  ministerial  act  performed  (a)  after 
patent  owner  fails  to  respond  to  an  Office  action  and  no  claims 
have  been  found  patentable,  (b)  after  a  "right  of  appeal  notice 
and  final  rejection"  is  issued,  where  neither  party  timely 
appeals  (or  the  appeal  is  dismissed),  or  (c)  after  a  final  decision 
by  the  Board  of  Patent  Appeals  and  Interferences  or  the  court 
where  no  further  appeal  is  timely  taken.  Accordingly,  no  panel 
review  is  needed  just  prior  to  the  decision  on  the  request  for 
reexamination  (order/denial)  and  just  prior  to  issuance  of  the 
NIRC.  Rather,  the  two  panel  reviews  will  be  held  at  the  critical 
stages  of  the  proceeding  or  just  prior  to  issuing  an  action 
closing  prosecution  and  just  prior  to  issuing  a  right  of  appeal 
notice  and  final  rejection.  Specific  guidance  as  to  policies, 
practice  and  procedure  as  they  will  apply  to  panel  review  of 
examiner's  actions  in  inter  partes  reexamination  proceedings 
will  be  forthcoming  in  a  separate  Official  Gazette  Notice  to  be 
pubhshed  in  conjunction  with  the  final  rules  on  inter  partes 
reexamination. 

It  should  further  be  noted  that  appeal  conferences  are 
already  mandatory  in  ex  parte  reexamination  proceedings  just 
prior  to  issuance  of  an  examiner's  answer  to  an  appeal  to  the 
Board  of  Patent  Appeals  and  Interferences.  Such  appeal 
conferences  will  also  be  mandatory  in  inter  partes  reexamina- 
tion proceedings.  The  two  patentability  panel  reviews  coupled 
with  the  appeal  conference  will  provide  three  instances  of 
multi-examiner  reviews  available  in  any  inter  partes  reexami- 
nation proceeding  which  is  prosecuted  to  the  appeal  stage. 

As  to  the  first  comment's  suggestion  that  a  panel  review  be 
conducted  of  "each"  action  by  the  examiner  that  includes  an 
action  on  the  merits  of  the  claims,  the  Office  plans  to  provide 
oversight  by  a  legal  advisor  for  each  such  action  (as  discussed 
below  in  general  comment  3)  in  order  to  ensure  that  the 
examiner  addresses  each  issue  presented  by  parties  to  the 
proceeding.  This  oversight,  coupled  with  the  three  multi- 


examiner  reviews  available  in  any  inter  partes  reexamination 
proceeding  which  is  prosecuted  to  the  appeal  stage,  should 
ensure  a  high-quality,  multi-dimensional  examination  of  the 
proceeding. 

As  to  the  second  comment  supporting  the  "rule  proposal" 
for  better  review  of  the  examiner's  decisions,  it  should  be 
noted  that  a  "rule"  was  not  proposed  for  implementation  of 
this  practice.  The  Notice  of  Proposed  Rulemaking  stated  the 
practice  would  be  implemented  as  a  matter  of  policy  rather 
than  by  rule. 

General  Comment  3:  Where  Reexamination  is  Conducted  in 
Office 

Three  comments  were  directed  to  where  in  the  Office,  and 
by  whom,  the  reexamination  will  be  conducted.  The  first 
comment  suggested  that  the  inter  partes  reexamination  pro- 
ceeding should  be  conducted  by  a  council  system  comprising 
experienced  examiners. 

The  second  comment  suggested  that  a  special  Reexamina- 
tion Corps  be  established  for  conducting  the  inter  partes 
reexamination  proceeding.  The  examiners  in  the  special  Reex- 
amination Corps  would  have  an  independent  status  such  as  that 
of  the  members  of  the  Board  of  Patent  Appeals  and  Interfer- 
ences. 

The  third  comment  expressed  support  for  the  Office's 
announced  intention  to  consider  the  creation  of  a  special  group 
of  legal  advisors  to  assist  the  patent  examiner  in  an  inter  partes 
reexamination  proceeding. 

Response  to  General  Comment  3 

As  to  the  first  and  second  comments  suggesting  a  council 
system  of  multiple  examiners,  or  a  special  "Board"  status  for 
the  examiner,  the  comments  are  not  adopted  in  view  of  the 
Office's  intention  to  provide  oversight  by  legal  advisors  as  set 
forth  below. 

The  third  comment  supports  oversight  of  the  examiners  by 
legal  advisors  consistent  with  the  Office's  intention  as  an- 
nounced in  the  proposed  rules.  See  Notice  of  Proposed 
Rulemaking,  Rules  to  Implement  Optional  Inter  Partes  Reex- 
amination Proceedings,  65  FR  18154,  18158  (April  6,  2000), 
1234  OG  93,  96  (May  23,  2000),  Response  to  Issue  4,  second 
paragraph.  As  noted  therein,  the  Office  is  considering  the 
creation  of  a  special  group/unit  having  legal  advisors  trained  in 
inter  partes  reexamination  procedures  to  oversee  the  exami- 
nation of  the  inter  partes  reexamination  by  the  patent  examiner 
in  the  examining  group.  For  technical  expertise,  an  examiner 
selected  from  the  examining  group  will  be  assigned  the 
reexamination.  The  advantage  of  providing  oversight  to  ensure 
timely,  full,  and  appropriate  treatment  of  all  issues  is  that  it  will 
include  (a)  an  examiner  familiar  with  the  technology  to  make 
the  patentability  decisions,  and  (b)  legal  advisors  to  provide 
uniformity  of  the  reexamination  practice  and  procedure.  Spe- 
cific guidance  as  to  poHcies,  practice  and  procedure  as  they 
will  apply  to  policy  oversight  of  examiner's  actions  in  inter 
partes  reexamination  proceedings  will  be  forthcoming  in  a 
separate  Official  Gazette  notice  to  be  published  in  conjunction 
with  the  final  rules  on  inter  partes  reexamination. 

General  Comment  4:  Definition  of  the  Statutory  Term  "Priv- 
les 

One  comment  was  received  directed  to  the  statutory  term 
"privies."  The  term  is  used  in  35  U.S.C.  317  to  dictate  which 
parties  are  prohibited  from  filing  a  reexamination,  based  upon 
action  by  other  parties  with  whom  they  are  in  privity.  The 
comment  states  that  this  important  statutory  term  is  not  defined 
in  either  the  statute  or  the  rules,  and  is  dangerously  ambiguous 
without  a  definition. 

Response  to  General  Comment  4 

To  the  extent  that  the  comment  proposed  that  "privies"  be 
defined  in  the  rules  package,  it  is  not  adopted.  The  Office,  as 
the  sole  agency  that  administers  the  patent  statute,  properly 
interprets  statutory  language  in  the  first  instance,  subject  to 
review  by  the  courts.  The  question  of  whether  a  party  is  a  privy 
must  be  decided  on  a  case-by-case  basis,  evaluating  all  the 
facts  and  circumstances  of  each  individual  situation.  It  would 
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not  be  appropriate  at  this  time  to  provide  an  "all  encompass- 
ing" definition,  that  might  not  account  for  facts  which  could 
arise  in  the  future,  which  facts  cannot  be  anticipated. 

It  should  be  noted  that  the  Office  generally  will  not  have  a 
need  to  resolve  the  factual  issue  of  whether  or  not  one  party  is 
a  privy  of  another  party.  Section  1.915(b)(7)  requires  a  third 
party  requester  to  certify  that  the  estoppel  provisions  of  §  1 .907 
do  not  prohibit  the  filing  of  the  inter  partes  reexamination 
request,  and  the  Office  does  not  intend  to  look  beyond  this 
required  certification.  It  is  only  in  the  rare  instance  where  a 
challenge  to  the  accuracy  of  the  certification  is  raised  by  the 
patent  owner,  that  the  question  would  then  need  to  be  ad- 
dressed. 

General  Comment  5:  Incorporation  of  Certain  Case  Law  Into 
the  Rules 

One  comment  asked  whether  the  rules  would  codify  the  case 
law  relating  to  claim  construction,  claim  scope,  the  burden  of 
establishing  facts  and  the  burden  of  persuasion  (and  their 
standards)  as  they  apply  to  reexamination. 

Response  to  General  Comment  5 

The  comment  is  not  adopted.  The  rules  will  not  state  how 
the  Office  should  view  claim  construction,  claim  scope,  the 
burden  of  establishing  facts  and  the  burden  of  persuasion  (and 
their  standards)  in  reexamination.  Rather,  the  Office's  view  of 
these  issues  and  other  like  issues  will  continue  to  track  the  case 
law  which  is  a  continually  evolving  body  of  law.  Instructions 
to  the  examiner  on  these  issues  will  continue  to  be  provided  in 
Official  Gazette  Notices  and  in  the  Manual  of  Patent  Examin- 
ing Procedure. 

Discussion  of  Specific  Rules  and  Response  to  Comments 

Section  1.4(a)(2)  is  being  amended  to  include  inter  partes 
reexamination  under  §§  1.902-1.997.  No  comment  was  re- 
ceived on  this  section.  It  is  adopted  as  proposed. 

Section  1.6(d)(5)  is  being  amended  to  include  filing  a 
request  for  inter  partes  reexamination  under  §  1.913  as  an 
exception  to  the  use  of  facsimile  transmission.  No  comment 
was  received  on  this  section.  It  is  adopted  as  proposed. 

The  Notice  of  Proposed  Rulemaking  included  a  proposed 
amendment  to  §  1.17  to  implement  §  4605(a)  of  the  American 
Inventors  Protection  Act  of  1999.  This  proposed  amendment 
has,  however,  already  been  made  in  the  final  rule  to  implement 
eighteen-month  publication  of  patent  applications.  See 
Changes  to  Implement  Eighteen-Month  Publication  of  Patent 
Apphcations,  Final  Rule,  65  PR  57024  (September  20,  2000); 
1239  Off.  Gaz.  Pat.  Office  63  (October  10,  2000).  Accordingly, 
it  is  no  longer  necessary  to  make  that  amendment  of  the  rule  in 
the  present  inter  partes  reexamination  rule  package.  Section 
1.17  was  amended  in  the  final  rule  to  implement  eighteen- 
month  publication  so  that  the  title  includes  a  reference  to 
reexamination  to  clearly  indicate  that  the  enumerated  fees  may 
apply  to  reexaminations  as  well  as  to  patent  applications. 
Section  1.17(1)  was  amended  to  reflect  the  fact  that  in  the  case 
of  reexaminations,  petitions  for  revival  of  a  reexamination 
proceeding  terminated  for  an  unavoidable  failure  of  the  patent 
owner  to  timely  respond  will  require  the  fees  of  $55  for  a  small 
entity  and  $110  for  a  large  entity.  Also,  §  1.1 7(m)  was  amended 
to  reflect  the  fact  that  in  the  case  of  reexaminations,  petitions 
for  revival  of  a  reexamination  proceeding  terminated  for  an 
unintentional  failure  to  timely  respond  will  require  the  fees  of 
$605  for  a  small  entity  and  $1,210  for  a  large  entity.  Note, 
however,  that  the  unintentional  revival  provisions  of  the  statute 
are  not  effective  in  any  reexamination  until  November  29, 
2000.  No  comment  was  received  on  this  section.  Sections 
1.17(1)  and  (m)  as  proposed  in  the  Notice  of  Proposed 
Rulemaking  for  the  present  rule  package  were  adopted  in  the 
final  rule  to  implement  eighteen-month  publication  of  patent 
applications. 

Section  1.20(c)  is  being  amended  to  reflect  the  fact  that  a 
request  for  an  ex  parte  reexamination  under  §  1.510(a)  will 
require  a  filing  fee  of  $2,520;  and  that  a  request  for  an  inter 
partes  reexamination  under  §  1.915(a)  will  require  a  filing  fee 
of  $8,800.  For  any  request  for  inter  partes  reexamination  filed 
prior  to  the  effective  date  of  this  final  rule,  the  request  must  be 
accompanied  by  the  $2,520.00  fee  for  a  request  for  reexami- 


nation set  forth  in  §  1.20(c)  (as  in  effect  prior  to  the  effective 
date  of  this  final  rule).  The  $6,280.00  balance  of  the  $8,800.00 
fee  set  forth  in  §  1.20(c)(2)  will  be  due  on  the  effective  date  of 
this  final  rule  in  any  inter  partes  reexamination  still  pending  on 
the  effective  date  of  this  final  rule.  Three  comments  were 
received  and  directed  to  this  section. 

Comments:  The  first  comment  noted  that  the  Office  reduced 
the  filing  fee  of  $11,000,  proposed  in  the  1995  proposed  rules, 
to  $8,800  in  the  2000  Notice  of  Proposed  Rulemaking,  but 
gave  no  explanation  for  the  reduction.  The  comment  opines 
that  the  reason  for  the  reduction  was  the  many  objections  to  the 
high  fee.  The  comment  recommends  that  the  Office  consider 
further  reducing  the  fee  or  at  least  make  arrangements  for 
conducting  a  review  of  the  actual  costs  involved  in  inter  partes 
reexaminations  after  the  procedure  has  been  in  effect  for  a 
reasonable  amount  of  time. 

The  second  comment  suggested  that  considering  the  advan- 
tages and  disadvantages  to  the  third  party  requester  involved  in 
reexamination,  the  inter  partes  reexamination  is  not  signifi- 
cantly more  advantageous  to  the  third  party  requester  than  is  ex 
parte  reexamination.  The  comment  noted  the  difference  be- 
tween the  $2,520  fee  for  ex  parte  reexamination  and  the  $8,800 
fee  for  inter  partes  and  opined  that  the  high  fee  will  severely 
curtail  the  use  of  inter  partes  reexamination.  The  comment 
suggested  the  third  party  requester  should  not  be  burdened 
with  the  full  cost  of  inter  partes  reexamination,  and  that  an 
appropriate  reexamination  filing  fee  would  be  less  than  $4,000. 

The  third  comment  suggested  the  $8,800  inter  partes 
reexamination  filing  fee  will  be  an  effective  barrier  to  an 
intended  aim  of  inter  partes  reexamination,  i.e.,  to  provide  a 
viable  alternative  to  the  great  cost  and  uncertainty  of  patent 
litigation. 

Response  to  Comment:  The  first  comment  speculates  as  to 
why  the  filing  fee  was  reduced  from  $  1 1 ,000  as  proposed  in  the 
1995  Notice  of  Proposed  Rulemaking  to  $8,800  as  proposed  in 
the  2000  Notice  of  Proposed  Rulemaking.  The  fee  was 
readjusted  when,  upon  further  analysis,  the  Office  realized  that 
the  proposed  $11,000  fee  should  not  have  included  projected 
costs  incurred  by  the  Board  of  Patent  Appeals  and  Interfer- 
ences and  the  Solicitor's  Office.  Appeal  fees  are  set  by  statute 
under  35  U.S.C.  41(a)(6)  and  thus  are  not  cost  recoverable  as 
part  of  the  reexamination  filing  fee  under  35  U.S.C.  41(d). 
Accordingly,  the  proposed  filing  fee  was  adjusted  downwardly. 

As  to  the  first  comment  suggesting  re-evaluating  the  filing 
fee  after  the  procedure  has  been  in  effect  for  a  reasonable 
amount  of  time,  this  is  required  by  statute.  Section  4606  of  S. 
1948  requires  the  Commissioner,  not  later  than  November  29, 
2004,  to  submit  to  the  Congress  a  report  evaluating  whether  the 
inter  partes  reexamination  proceedings  established  by  this 
legislation  is  inequitable  to  any  of  the  parties.  Such  evaluation 
would  include  an  analysis  of  the  filing  fee,  and  its  burden  on 
the  third  party  requester. 

The  second  comment  suggests  (1)  that  the  third  party 
requester  should  not  be  burdened  with  the  full  cost  of  the  inter 
partes  reexamination,  and  (2)  that  a  reduced  fee  of  less  than 
$4,000  be  set.  The  statute,  however,  requires  that  the  third 
party  requester  pay  the  reexamination  filing  fee  established  by 
the  Commissioner  in  accordance  with  35  U.S.C.  41(d).  Fur- 
ther, the  reexamination  fees  must  under  35  U.S.C.  41(d)  fully 
recover  the  cost  of  the  reexamination  and  the  full  amount  of 
the  estimated  fee  must  be  charged. 

As  to  the  second  and  third  comments  asserting  that  the  high 
fee  would  severely  curtail  the  use  of  inter  partes  reexamina- 
tion, it  is  noted  that  the  overaU  costs  of  requesting  and 
participating  in  an  inter  partes  reexamination  would  include,  in 
addition  to  the  $8,800  filing  fee,  the  attorney/agent  fees 
throughout  the  proceeding  (including  appeal  costs)  and  other 
prosecution-related  costs  (testing,  declarations,  etc.).  Inter 
partes  reexaminations  will  be  hotly-  contested,  adversarial 
proceedings.  The  estoppel  provisions  of  the  statute  will  maxi- 
mize the  third  party  requester's  incentives  to  prevail  in  the 
reexamination.  The  overall  cost  of  such  proceedings  to  the 
third  party  requester  could  easily  reach  $50,000  to  $150,000, 
the  amount  varying  depending  on  variables  such  as  parties, 
number  of  claims,  type  of  evidence  needed,  etc.  The  $8,800 
filing  fee  is  not  perceived  to  be  excessive  in  light  of  the 
potential  overall  cost  of  an  inter  partes  reexamination  proceed- 


March  2,  2004 


U.S.  PATENT  AND  TRADEMARK  OFFICE 


1280  OG  119 
(90) 


ing,  and  thus  the  filing  fee  would  not  in  itself  be  a  deterrent  to 
the  filing  of  a  request  for  inter  partes  reexamination.  In  those 
instances  where  a  member  of  the  public  deems  the  $8,800  cost 
of  an  inter  partes  reexamination  too  high  for  his  or  her  needs 
or  purposes,  the  filing  of  an  ex  parte  reexamination  remains 
available  at  a  relatively  low  filing  fee  of  $2,520.  The  comments 
are  not  adopted,  and  the  section  is  adopted  as  proposed. 

Section  1 .25(b),  which  provides  for  charging  fees  to  deposit 
accounts,  is  being  amended  to  include  a  reference  to  inter 
partes  reexaminations  under  §  1.913.  No  conmient  was  re- 
ceived on  this  section.  It  is  adopted  as  proposed. 

Section  1.26  is  being  amended  so  as  to  reflect  the  refund  to 
the  reexamination  requester  where  the  Commissioner  decides 
not  to  institute  a  reexamination  proceeding.  For  ex  parte 
reexaminations  filed  under  §  1.510,  a  refund  of  $1,690  will  be 
made  to  the  reexamination  requester.  For  inter  partes  reexami- 
nations filed  under  §  1.913,  a  refund  of  $7,970  will  be  made  to 
the  reexamination  requester.  In  both  cases,  $830  of  the  filing 
fee  will  be  retained,  which  amount  reflects  the  estimated 
average  cost  of  the  reexamination  proceeding  through  the 
denial  of  the  reexamination  request.  No  comment  was  received 
on  this  section.  It  is  adopted  as  proposed. 

Section  1.112  is  being  amended  to  also  provide  that  after  the 
patent  owner  response  under  §  1.945  and  the  third  party 
requester  comments  under  §  1.947,  the  patent  undergoing  inter 
partes  reexamination  will  be  reconsidered  and  again  examined. 
Section  1 . 1 12  is  being  further  amended  so  that  the  last  sentence 
reflects  the  fact  that  in  the  case  of  inter  partes  reexaminations, 
the  right  to  reply  may  be  limited  by  an  action  closing 
prosecution  under  §  1.949  (prior  to  the  final  action)  or  by  a 
right  of  appeal  notice  under  §  1.953  (which  is  a  final  action). 
No  comment  was  received  on  this  section.  It  is  adopted  as 
proposed. 

Sections  1.113  and  1.116.  Section  1.113,  which  provides  for 
a  final  rejection  or  action,  is  being  amended  to  limit  its 
applicability  to  applications  and  ex  parte  reexaminations  filed 
under  §  1.510.  For  final  rejections  or  actions  in  an  inter  partes 
reexamination  filed  under  §  1.913,  new  §  1.953  will  control. 
Section  1.116  is  being  amended  so  that  the  title  includes  a 
reference  to  an  action  closing  prosecution  and  a  right  of  appeal 
notice  in  inter  partes  reexaminations.  Section  1.116(b),  which 
provides  for  amendments  after  final  action,  is  being  amended 
to  apply  to  amendments  filed  by  the  patent  owner  after  an 
action  closing  prosecution  in  inter  partes  reexaminations  filed 
under  §  1.913.  Also,  §  1.116(b)  is  being  amended  to  preclude 
amendments  after  the  right  of  appeal  notice  under  §  1.953 
except  as  provided  for  in  §  1.116(d).  Section  1.116(d),  which 
provides  for  amendments  after  the  decision  on  appeal,  is  being 
amended  to  provide  for  amendments  after  the  decision  on 
appeal  in  an  inter  partes  reexamination.  One  comment  was 
directed  to  these  sections. 

Comment:  The  comment  notes  that  the  proposed  amend- 
ments to  §§  1.113  and  1.116  are  based  on  a  version  of  those 
rules  that  is  no  longer  in  effect.  Sections  1.113  and  1.116  were 
amended  by  virtue  of  the  May  29,  2000  interim  rule  published 
March  20,  2000,  at  65  FR  14865  to  refer,  inter  alia,  to  the  new 
§  1.114  and  requests  for  continued  examination.  The  comment 
suggests  that  it  is  not  the  intent  of  the  reexamination  rules  to 
obviate  the  changes  made  by  the  May  29,  2000,  interim  rule 
and  therefore  the  changes  made  by  the  reexamination  rules 
should  be  based  on  the  language  of  §§  1.113  and  1.116  as 
amended  by  the  interim  rule  of  May  29,  2000. 

Response  to  Comment:  The  comment  is  adopted.  The  final 
rules  of  this  package  have  been  revised  to  amend  the  most 
current  version  of  the  rules  of  practice. 

Section  1.121(i),  which  provides  for  the  manner  of  making 
amendments  to  the  description  and  claims  in  reexamination 
proceedings,  is  being  amended  to  specify  that  such  amend- 
ments are  made  in  accordance  with  §§  1.530(d) — (j)  in  both  ex 
parte  reexaminations  filed  under  §  1.510  and  inter  partes 
reexaminations  filed  under  §  1.913.  No  comment  was  received 
on  this  section.  It  is  adopted  as  proposed,  other  than  to  change 
the  subsection  designations  for  conformance  with  the  most 
current  version  of  the  rules  of  practice  as  needed. 


Sections  1.136(a)(2)  and  (b),  which  provide  for  filing 
extensions  of  time  in  applications,  are  being  amended  to  make 
it  clear  that  §  1.956  is  controlling  for  extensions  of  time  in  inter 
partes  reexaminations.  No  comment  was  received  on  this 
section.  It  is  adopted  as  proposed. 

The  notice  of  proposed  rulemaking  included  a  proposed 
amendment  to  §  1.137  to  implement  §  4605(a)  of  the  American 
Inventors  Protection  Act  of  1999.  This  proposed  amendment 
has,  however,  already  been  made  in  the  final  rule  to  implement 
eighteen-month  publication  of  patent  applications.  See 
Changes  to  Implement  Eighteen-Month  Publication  of  Patent 
Apphcations,  Final  Rule,  65  FR  57024  (September  20,  2000); 
1239  Off.  Gaz.  Pat.  Office  63  (October  10,  2000).  Accordingly, 
it  is  no  longer  necessary  to  make  that  amendment  of  the  rule  in 
the  present  inter  partes  reexamination  rule  package.  Section 
1.137,  which  provides  for  revival  of  abandoned  applications  or 
lapsed  patents,  was  amended  in  the  final  rule  to  implement 
eighteen-month  publication  to  provide  for  revival  of  ex  parte 
reexamination  proceedings  terminated  under  §  1.550(d),  for 
revival  of  inter  partes  reexamination  proceedings  terminated 
under  §  1.957(b),  or  for  revival  of  rejected  claims  terminated 
under  §  1.957(c)  in  an  inter  partes  reexamination  proceeding 
where  further  prosecution  has  been  hmited  to  claims  found 
allowable  at  the  time  of  the  failure  to  respond. 

In  the  final  rule  to  implement  eighteen-month  publication, 
the  title  was  amended  to  include  a  terminated  reexamination 
proceeding.  Section  1.137(a)  was  amended  to  include  revival 
of  unavoidably  terminated  reexamination  proceedings.  The 
unavoidable  delay  provisions  of  35  U.S.C.  133  are  imported 
into,  and  are  applicable  to,  reexamination  proceedings  by  35 
U.S.C.  305  and  314.  See  In  re  Katrapat,  6  USPQ2d  1863,  1865 
(Comm'r  Pat.  1988).  Section  1.137(b)  was  amended  to  provide 
for  revival  of  unintentionally  terminated  reexamination  pro- 
ceedings. The  unintentional  delay  fee  provisions  of  35  U.S.C. 
41(a)(7)  are  imported  into  and  are  applicable  to  all  reexami- 
nation proceedings  by  section  4605  of  S.  1948.  Note  that  these 
changes  pertain  to  all  reexaminations  {i.e.,  both  ex  parte 
reexaminations  filed  under  §  1.510  and  inter  partes  reexami- 
nations filed  under  §  1.913)  and  were  stated  by  statute  to 
become  effective  on  November  29,  2000  (one  year  after 
enactment  of  the  statute).  Section  1.137(d)  was  amended  to 
provide  that  extensions  of  time  for  requesting  reconsideration 
of  a  decision  dismissing  or  denying  a  petition  requesting 
revival  of  a  terminated  reexamination  proceeding  under  §§ 
1.137(a)  or  (b)  must  be  filed  under  §  1.550(c)  for  aterminated 
ex  parte  reexamination  proceeding,  or  under  §  1.956  for  a 
terminated  inter  partes  reexamination  proceeding.  No  com- 
ment was  received  on  this  section.  Section  1.137  was  adopted 
in  the  final  rule  to  implement  eighteen-month  publication  of 
patent  applications  in  the  manner  as  proposed  in  the  notice  of 
proposed  rulemaking  for  the  present  rule  package. 

Sections  1.181(a)  and  (c)  are  being  amended  to  reflect  the 
fact  that  a  petition  thereunder  may  be  filed  in  both  ex  parte  and 
inter  partes  reexamination  proceedings.  No  comment  was 
received  on  this  section.  It  is  adopted  as  proposed. 

Section  1.191,  which  provides  for  appeal  to  the  Board  of 
Patent  Appeals  and  Interferences  by  the  patent  owner  from  any 
decision  adverse  to  patentability,  is  being  amended  so  as  to  be 
apphcable  to  applications  and  ex  parte  reexaminations  filed 
under  §  1.510  but  not  to  inter  partes  reexamination  proceed- 
ings filed  under  §  1.913.  Specifically,  §  1.191  points  out  that 
appeals  to  the  Board  of  Patent  Appeals  and  Interferences  in 
inter  partes  reexamination  proceedings  filed  under  §  1.913  are 
controlled  by  §§  1.959  through  1.981,  and  that  §§  1.191 
through  1.198  are  not  applicable  to  appeals  in  inter  partes 
reexamination  proceedings  filed  under  §  1.913.  No  comment 
was  received  on  this  section.  It  is  adopted  as  proposed. 

Section  1.191  is  further  being  amended  to  distinguish 
between  (1)  ex  parte  reexamination  proceedings  filed  under  § 
1.510  for  reexamination  of  patents  that  issued  from  an  original 
application  filed  prior  to  November  29,  1999  (where  an  appeal 
is  permitted  when  claims  have  been  twice  or  finally  rejected), 
and  (2)  ex  parte  reexamination  proceedings  filed  for  reexami- 
nation of  patents  that  issued  from  an  original  application  filed 
on  or  after  November  29,  1999  (where  an  appeal  is  only 
possible  when  claims  have  been  finally  rejected  and  is  not 
possible  where  claims  have  been  twice  rejected  but  not  finally 
rejected).  This  date  distinction  is  necessitated  by  the  effective 
date  of  the  conforming  amendments  made  to  35  U.S.C.  134  in 
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S.  1948  being  keyed  to  the  original  filing  date  of  the  applica- 
tion which  issued  as  the  patent  under  reexamination.  The 
effective  date  language  in  section  4608  of  S.  1948  limits  the 
applicability  of  the  conforming  amendments  to  35  U.S.C.  134, 
141,  143  and  145,  to  a  reexamination  of  a  patent  that  issues 
from  an  original  application  which  is  filed  on  or  after  Novem- 
ber 29,  1999.  Thus,  the  conforming  amendments  to  35  U.S.C. 
134,  141,  143  and  145  apply  only  to  those  ex  parte  reexami- 
nation proceedings  filed  under  §  1.510  for  patents  that  issue 
from  an  original  application  which  is  filed  on  or  after  Novem- 
ber 29,  1999.  The  conforming  amendments  do  not  apply  to  ex 
parte  reexamination  proceedings  filed  under  §  1.510  for 
patents  that  have  issued  or  will  issue  from  an  original  appli- 
cation which  was  filed  prior  to  November  29,  1999.  No 
comment  was  received  on  this  section.  It  is  adopted  as 
proposed. 

Section  1.301,  which  provides  for  appeal  by  the  patent 
owner  in  a  reexamination  proceeding  to  the  U.S.  Court  of 
Appeals  for  the  Federal  Circuit,  is  being  amended  to  be 
applicable  to  ex  parte  reexamination  proceedings  filed  under  § 
1.510  and  also  to  indicate,  that  for  inter  partes  reexamination 
proceedings  filed  under  §  1.913,  §  1.983  is  controlling.  No 
comment  was  received  on  this  section.  It  is  adopted  as 
proposed. 

Section  1.303(a)  and  (b),  which  provide  for  remedy  by  civil 
action  under  35  U.S.C.  145  for  the  patent  owner  in  a  reexami- 
nation proceeding,  are  being  amended  so  as  to  be  applicable 
only  to  ex  parte  reexaminations  filed  under  §  1.510  for  patents 
that  issue  from  an  original  application  which  is  filed  prior  to 
November  29,  1999.  This  date  distinction  is  necessitated  for 
reasons  analogous  to  those  set  forth  in  the  discussion  of  § 
1.191  above.  Section  1.303  is  further  amended  by  adding  a 
new  subsection  (d)  to  clearly  note  that  no  remedy  by  civil 
action  under  35  U.S.C.  145  is  available  to  the  patent  owner  for 
ex  parte  reexamination  proceedings  filed  under  §  1.510  for 
patents  that  issue  from  an  original  application  which  is  filed  on 
or  after  November  29,  1999,  and  for  any  inter  partes  reexami- 
nation proceedings  filed  under  §  1.913.  No  comment  was 
received  on  this  section.  It  is  adopted  as  proposed. 

Section  1.304,  which  provides  for  the  time  for  appeal  by  the 
patent  owner  in  a  reexamination  proceeding  to  the  U.S.  Court 
of  Appeals  for  the  Federal  Circuit,  is  being  amended  so  as  to 
make  it  applicable  to  inter  partes  reexamination  proceedings 
filed  under  §  1.913.  No  comment  was  received  on  this  section. 
It  is  adopted  as  proposed. 

The  section  heading  (title)  to  subpart  D  and  the  undesig- 
nated center  headings  for  subpart  D  are  being  amended  by 
inserting  "Ex  Parte''  before  "Reexamination"  to  provide  that 
the  reexamination  rules  in  this  subpart  generally  apply  to  ex 
parte  reexamination  proceedings.  Where  an  ex  parte  rule  also 
applies  to  inter  partes  reexamination,  it  is  explicitly  incorpo- 
rated by  reference  into  the  inter  partes  reexamination  rules, 
e.g.,  §  1.933  (patent  owner  duty  of  disclosure)  incorporates  § 
1.555;  and  §  1.943  (requirement  of  responses,  comments  and 
briefs)  incorporates  §  1.52.  No  comment  was  received  on  these 
changes.  They  are  adopted  as  proposed. 

Section  1.501(a),  which  provides  for  citations  of  prior  art  in 
patent  files,  is  being  amended  to  provide  that  a  citation  shall  be 
entered  in  the  patent  file  except  as  set  forth  in  §  1.502  (newly 
created)  and  §  1.902.  Section  1.501(a)  is  further  amended  by 
deleting  the  criteria  for  the  processing  of  a  prior  art  citation 
filed  during  an  ex  parte  reexamination,  and  moving  that  criteria 
to  §  1.502  newly  created  for  that  purpose.  One  comment  was 
received  directed  to  §  1.501. 

Comment:  The  comment  suggests  the  Office  should  re- 
address  the  prohibition  on  a  third  party  from  submitting  prior 
art  patents  and  printed  publications  for  entry  into  an  ex  parte 
reexamination  proceeding  after  the  order  to  reexamine  has 
been  mailed  with  the  prohibition  applying,  even  where  the 
prior  art  was  unavailable  to  a  third  party  requester  at  the  time 
the  ex  parte  request  was  filed,  or  known  only  to  another 
member  of  the  public.  The  comment  argues  that  the  present 
system  which  requires  the  third  party  to  file  another  ex  parte 
request  for  reexamination  (which  includes  the  new  prior  art) 
and  that  merger  of  the  reexamination  proceedings  is  a  cum- 
bersome, burdensome  and  time-delaying  system  as  compared 


to,  for  example,  simply  permitting  the  entry  of  the  new  prior 
art  and  providing  for  one  more  reexamination  Office  action  and 
response  for  new  prior  art  found  to  be  relevant. 

Response  to  Comment:  When  promulgating  the  reexamina- 
tion rules  in  1981,  it  was  the  position  of  the  Office  that  an  ex 
parte  proceeding  best  served  the  interests  of  all,  and  best 
complied  with  the  intent  of  the  1980  statute.  To  preserve  the  ex 
parte  nature  of  the  proceeding,  it  was  decided  that  consider- 
ation of  citations  of  prior  art  submitted  after  the  reexamination 
order  will  be  delayed  until  the  reexamination  proceeding  has 
terminated,  unless  the  citation  is  submitted  by  the  patent  owner 
or  a  third  party  requester  in  a  separate  reexamination  request  or 
in  a  reply  to  the  patent  owner's  statement.  While  the  fiUng  of 
a  separate  request  for  reexamination  can  add  some  delay  to  the 
proceeding,  this  delay  would  not  be  extensive.  In  contrast, 
permitting  a  third  party  to  file  citations  at  any  time  for 
consideration  by  the  examiner  could  seriously  delay  the 
reexamination  proceeding  and  militate  against  the  "special 
dispatch"  requirement  of  the  statute. 

New  §  1.502  provides  for  the  processing  of  prior  art 
citations  submitted  during  an  ex  parte  reexamination  proceed- 
ing. The  substance  of  §  1.502  was  previously  contained  in  § 
1.501(a),  but  was  separated  out  as  a  new  section  for  clarity. 
Once  ex  parte  reexamination  has  been  ordered,  only  citations 
by  the  patent  owner  under  §  1.555  and  by  a  third  party 
requester  in  a  fiUng  under  either  §  1.510  or  §  1.535  will  be 
entered  during  the  pendency  of  the  reexamination  proceeding. 
Citations  by  other  parties  (who  are  not  a  party  to  the  reexami- 
nation) filed  during  the  pendency  of  the  reexamination  pro- 
ceeding will  not  be  entered  into  the  patent  file  or  the  reexami- 
nation file  until  the  reexamination  proceeding  is  concluded 
unless  made  as  a  part  of  a  request  for  reexamination  under  § 
1.510. 

The  titles  of  §§  1.510-1.570  are  being  amended  by  revising 
them  to  be  limited  to  ex  parte  reexamination  where  applicable. 
No  comment  was  received  on  these  changes.  They  are  adopted 
as  proposed. 

Section  1.510(a)  is  being  amended  to  limit  the  section  to  ex 
parte  reexamination  proceedings.  The  notice  of  proposed 
rulemaking  included  a  proposed  amendment  to  §  1.510(b)(4) 
which  relates  to  the  contents  of  the  reexamination  request.  This 
proposed  amendment  has,  however,  already  been  made  in  the 
final  rule  to  implement  the  Patent  Business  Goals.  See  Changes 
to  Implement  the  Patent  Business  Goals,  Final  Rule,  65  FR 
54604  (September  8,  2000);  1238  Off.  Gaz.  Pat.  Office  77 
(September  19,  2000).  Section  1.510(b)(4)  was  amended  to 
delete  the  requirement  of  mounting  the  copy  of  the  patent  to  be 
reexamined  in  single  column  format.  Instead,  a  copy  of  the 
entire  patent  including  the  front  face,  drawings,  and  specifica- 
tion/claims (in  double  column  format)  for  which  reexamina- 
tion is  requested,  and  a  copy  of  any  disclaimer,  certificate  of 
correction,  or  reexamination  certificate  issued  in  the  patent  will 
be  required.  All  copies  must  have  each  page  plainly  written  on 
only  one  side  of  a  sheet  of  paper.  Section  1.510(b)(4)  is  now 
being  revised  so  that  it  applies  to  both  ex  parte  reexamination 
and  inter  partes  reexamination  proceedings.  No  comment  was 
received  on  this  section.  It  is  adopted  as  proposed. 

Sections  1.515,  1.520,  1.525,  1.530,  1.535,  and  1.540  are 
being  amended  to  recite  the  reexamination  as  "ex  parte'' 
reexamination  where  appropriate,  to  eliminate  any  potential  for 
confusion.  No  comment  was  received  on  these  changes.  They 
are  adopted  as  proposed. 

Section  1.530(d)  is  being  revised  so  that  it  (and  §§  1.530(e)- 
(k))  apply  to  both  ex  parte  reexamination  and  inter  partes 
reexamination  proceedings.  No  comment  was  received  on  this 
section.  It  is  adopted  as  proposed. 

A  new  §  1.530(1),  directed  to  correction  of  inventorship  of  a 
patent,  was  added  in  the  final  rules  to  implement  the  Patent 
Business  Goals.  See  Changes  to  Implement  the  Patent  Business 
Goals,  Final  Rule,  65  FR  54604  (September  8,  2000);  1238 
Off.  Gaz.  Pat.  Office  77  (September  19,  2000).  Section  1.530(1) 
is  now  being  revised  so  that  it  applies  to  both  ex  parte 
reexamination  and  inter  partes  reexamination  proceedings. 
Section  1.530(1)  is  also  being  revised  to  state  "on  petition  of  all 
the  parties  set  forth  in  §  1.324(b)(l)-(3)"  rather  than  "on 
petition  of  all  the  parties"  to  make  it  clear  that  all  "parties"  to 
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the  proceeding  (e.g.,  an  inter  partes  reexamination  third  party 
requester)  need  not,  and  should  not,  join  in  the  petition  to 
correct  inventorship. 

Section  1.550,  which  provides  for  the  conduct  of  the 
reexamination  proceeding,  is  being  amended  to  limit  the 
section  to  ex  parte  reexamination  proceedings  filed  under  § 
1.510.  In  addition,  §  1.550(d)  is  being  amended  to  clarify  that 
the  failure  to  file  a  written  statement  of  an  interview  as 
required  under  §  1.560(b)  shall  be  the  basis  for  terminating  a 
reexamination  proceeding.  Section  1.550(e)(1)  specifically 
provides  for  the  revival  of  terminated  ex  parte  reexamination 
proceedings  under  the  unavoidable  delay  provisions  of  § 
1.137(a).  The  unavoidable  delay  provisions  of  35  U.S.C.  133 
are  imported  into  and  are  applicable  to  ex  parte  reexamination 
proceedings  by  35  U.S.C.  305.  Section  1.550(e)(2)  provides 
for  the  revival  of  terminated  ex  parte  reexamination  proceed- 
ings under  the  "unintentional"  provisions  of  §  1.137(b).  The 
unintentional  delay  fee  provisions  of  35  U.S.C.  41(a)(7)  are 
imported  into  and  are  applicable  to  ex  parte  and  inter  partes 
reexamination  proceedings  by  section  4605  of  S.  1948.  Note, 
however,  that  the  unintentional  delay  provisions  of  35  U.S.C. 
41(a)(7)  only  become  effective  in  reexamination  proceedings 
on  November  29,  2000  (one  year  after  enactment  of  the 
statute).  No  comment  was  received  on  this  section.  It  is 
adopted  as  proposed. 

Section  1.552,  which  provides  for  the  scope  of  reexamina- 
tion in  ex  parte  reexamination,  is  being  amended  to  limit  the 
section  to  ex  parte  reexamination  proceedings  filed  under  § 
1.510.  In  addition,  §  1.552(a)  and  (b)  are  being  amended  to 
more  clearly  specify  that  all  of  the  claims  (new  claims  and 
amended  patent  claims)  will  be  examined  on  the  basis  of 
patents  or  printed  publications  and,  with  respect  to  subject 
matter  added  or  deleted  in  the  reexamination  proceeding,  on 
the  basis  of  the  requirements  of  35  U.S.C.  112.  Sections  1.552 
and  1 .906  of  the  present  rule  package  were  drafted  to  parallel 
the  text  of  §  1.906  as  it  was  presented  in  the  August  1995 
Notice  of  Proposed  Rulemaking  entitled  "Rules  of  Practice  in 
Patent  Cases;  Reexamination  Proceedings."  Section  1.552(c) 
is  further  being  amended  to  preclude  the  examiner  from 
independently  discovering  and  noting  issues  other  than  those 
indicated  in  §§  1.552(a)  and  (b).  In  this  regard,  §  1.552(c)  is 
being  amended  by  changing  the  phrase  "If  such  questions  are 
discovered  during  a  reexamination  proceeding,"  to  now  read 
"If  such  issues  are  raised  by  the  patent  owner  or  third  party 
requester."  The  examiner  should  only  note  an  issue  under  § 
1.552(c)  after  careful  consideration,  and  should  only  note  the 
raised  issue  once.  Patent  owners  could  then  file  a  reissue 
application  if  they  wish  such  issue  to  be  resolved.  It  would  not 
be  appropriate  for  the  examiner  sua  sponte  to  raise  issues 
directed  to  the  patentability  of  a  claim  of  a  patent  which  may 
not  be  resolved  in  the  reexamination.  No  comment  was 
received  on  this  section.  It  is  adopted  as  proposed. 

Section  1.555,  which  sets  forth  the  patent  owner's  duty  of 
disclosure  in  reexamination,  is  being  amended  to  clearly  apply 
to  both  ex  parte  and  inter  partes  reexaminations.  In  addition,  § 
1.552(c)  is  being  amended  to  preclude  the  examiner  from 
independently  discovering  and  noting  issues  relating  to  patent 
owner's  compliance  with  its  duty  of  disclosure.  In  this  regard, 
§  1.552(c)  is  being  amended  by  changing  the  phrase  "If 
questions  of  compliance  with  this  section  are  discovered 
during  a  reexamination  proceeding,  *  *  *"  to  now  read  "If 
questions  of  compliance  with  this  section  are  raised  by  the 
patent  owner  or  third  party  requester  during  a  reexamination 
proceeding,  *  *  *  ."  it  would  not  be  appropriate  for  the 
examiner  sua  sponte  to  raise  issues  directed  to  the  issue  of 
patent  owner's  compliance  with  its  duty  of  disclosure  which 
may  not  be  resolved  in  the  reexamination.  No  comment  was 
received  on  this  section.  It  is  adopted  as  proposed. 

Section  1.560,  which  provides  for  interviews  in  reexamina- 
tion proceedings,  is  being  amended  to  limit  the  section  to  ex 
parte  reexamination  proceedings  filed  under  §  1.510.  Note, 
however,  that  there  will  be  no  interviews  which  address  the 
issues  of  the  proceeding  permitted  in  inter  partes  reexamina- 
tion proceedings  under  §  1.913.  See  §  1.955.  In  addition,  § 
1.56()(b)  is  being  amended  to  clarify  that  the  patent  owner  must 
file  a  written  statement  of  an  interview  after  an  interview  is 
held.  The  written  statement  may  be  filed  either  as  a  separate 
paper  within  one  month  after  the  date  of  the  interview,  or  as  a 
separate  part  of  a  response  to  an  outstanding  Office  action, 
whichever  is  later.  One  comment  was  received  and  directed  to 
this  section. 


Comment:  The  comment  suggests  that  when  reexamination 
is  requested  by  a  third  party,  there  is  usually  litigation  directed 
to  the  patent  for  which  reexamination  is  requested  involving 
severely  conflicting  interests  between  the  patent  owner  and  the 
third  party  requester.  The  comment  asserts  that  during  reex- 
amination, the  examiner  is  required  to  maintain  neutrality,  and 
therefore  the  scope  of  the  interview  should  be  limited  to  that 
needed  to  deepen  the  examiner's  understanding  of  the  tech- 
nology and  to  clarify  points  of  contention  and  that  the 
examiner  should  be  prohibited  from  discussing  amendment 
proposals  during  an  interview  with  the  patent  owner. 

Response  to  Comment:  The  statute,  35  U.S.C.  305,  provides 
that  reexamination  will  be  conducted  according  to  the  proce- 
dures established  for  initial  examination  under  the  provisions 
of  sections  132  and  133  of  this  title.  In  a  very  real  sense,  the 
intent  of  reexamination  is  to  start  over  and  reexamine  the 
patent  and  examine  new  and  amended  claims  as  they  would 
have  been  examined  in  the  original  application  of  the  patent. 
Section  132  permits  the  patent  owner  to  propose  amendments 
to  the  claims  which  will  be  reexamined  by  the  examiner.  The 
procedures  established  for  initial  examination  under  section 
132  permit  the  patent  owner  to  propose  amendments  either  by 
written  response  or  during  an  interview  with  the  examiner.  See 
section  713.01  of  the  Manual  of  Patent  Examining  Procedure 
which  provides  guidance  as  to  the  submission  of  amendments 
in  conjunction  with  interviews,  and  the  rationale  therefor.  In 
both  cases,  the  examiner  is  obligated  to  consider  such  amend- 
ment proposals  when  conducting  his  or  her  examination  of  the 
claims  in  light  of  the  prior  art.  The  comment  is  not  adopted, 
and  the  section  is  adopted  as  proposed. 

Section  1.565,  which  provides  for  concurrent  Office  pro- 
ceedings, is  being  amended  to  limit  the  reexamination  proceed- 
ings of  the  section  to  ex  parte  reexamination  proceedings  filed 
under  §  1.510.  In  addition,  §  1.565(e)  is  being  amended  to 
change  "examiner-in-chief"  to  "administrative  patent  judge" 
to  reflect  the  current  title.  Also,  the  appropriate  references  for 
concurrent  proceedings  which  include  an  inter  partes  reexami- 
nation proceeding  have  been  added.  Section  1.565(c)  is  being 
amended  to  make 

Section  1.565,  which  provides  for  concurrent  Office  pro- 
ceedings, is  being  amended  to  limit  the  reexamination  proceed- 
ings of  the  section  to  ex  parte  reexamination  proceedings  filed 
under  §  1.510.  In  addition,  §  1.565(e)  is  being  amended  to 
change  "examiner-in-chief ' '  to  "administrative  patent  judge' ' 
to  reflect  the  current  title.  Also,  the  appropriate  references  for 
concurrent  proceedings  which  include  an  inter  partes  reexami- 
nation proceeding  have  been  added.  Section  1.565(c)  is  being 
amended  to  make  it  clear  that  after  prosecution  has  been 
terminated  in  a  pending  reexamination  proceeding  {e.g.,  by  the 
issuance  of  a  Notice  of  Intent  to  Issue  a  Reexamination 
Certificate)  there  is  no  right  of  merger  of  any  subsequently 
filed  reexamination  request.  No  comment  was  received  on  this 
section.  It  is  adopted  as  proposed. 

Section  1.570  is  being  amended  to  recite  the  reexamination 
as  ''ex  parte''  reexamination  where  appropriate,  to  eliminate 
any  potential  for  confusion.  No  comment  was  received  on  this 
section.  It  is  adopted  as  proposed. 

A  new  title  Subpart  H — Inter  Partes  Reexamination  of 
Patents  (Applicable  to  any  Patent  that  Issues  from  an  Original 
Application  Filed  in  the  United  States  on  or  after  November 
29,  1999)  has  been  added  which  provides  that  the  reexamina- 
tion rules  in  this  subpart  generally  apply  to  inter  partes 
reexamination  proceedings  on  patents  having  a  filing  date  on 
or  after  November  29,  1999.  Some  of  the  inter  partes  reex- 
amination rules  specifically  incorporate  ex  parte  reexamination 
rules,  e.g.,  §  1.943  (requirement  of  responses,  comments  and 
briefs)  incorporates  §  1.52,  and  §  1.933  (patent  owner  duty  of 
disclosure)  incorporates  §  1.555.  One  comment  was  received 
directed  to  this  section. 

Comment:  The  comment  suggested  that  the  heading  "Sub- 
part H  Reexamination  of  Patents"  as  proposed  in  the  Notice  of 
Proposed  Rulemaking  be  amended  to  add  "(Applicable  to 
Patents  having  an  Original  United  States  Filing  date  On  or 
After  November  29,  1999)."  The  comment  notes  that  the 
effective  date  of  the  statute  with  respect  to  optional  inter  partes 
reexamination  is  complex,  and  it  would  be  helpful  to  practi- 
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tioners  and  those  considering  inter  partes  reexamination  if 
they  are  clearly  advised  of  what  patents  are  subject  to  such 
proceedings. 

Response  to  Comment:  The  comment  is  adopted  in  part.  The 
heading  has  been  amended  to  add  "(Applicable  to  any  Patent 
that  Issues  from  an  Original  Application  Filed  in  the  United 
States  on  or  after  November  29,  1999.)"  This  language  more 
closely  tracks  the  language  of  the  statute  than  does  the 
language  suggested  in  the  comment. 

New  §  1.902  provides  for  the  processing  of  prior  art 
citations  during  an  inter  partes  reexamination  proceeding  and 
is  analogous  to  new  §  1 .502  which  deals  with  prior  art  citations 
during  an  ex  parte  reexamination  proceeding.  No  comment 
was  received  on  this  section.  It  is  adopted  as  proposed. 

New  §  1.903  provides  that  the  patent  owner  and  the  third 
party  requester  shall  be  sent  copies  of  all  Office  actions,  and 
that  the  patent  owner  and  the  third  party  requester  must  serve 
copies  of  all  papers  on  all  other  parties  in  the  inter  partes 
reexamination  proceeding  or  they  may  be  refused  consider- 
ation by  the  Office.  This  is  analogous  to  the  provisions  of  § 
1.550(e).  No  comment  was  received  on  this  section.  It  is 
adopted  as  proposed. 

New  §  1 .904  provides  that  a  notice  of  the  filing  of  an  inter 
partes  reexamination  request  will  be  pubhshed  in  the  Official 
Gazette  under  §  1.11(c)  and  that  such  a  notice  will  be 
considered  to  be  constructive  notice  to  the  patent  owner.  No 
comment  was  received  on  this  section.  It  is  adopted  as 
proposed. 

New  §  1 .905  provides  that,  unless  otherwise  provided  for,  a 
submission  of  papers  by  the  public  other  than  third  party 
requesters  in  an  inter  partes  reexamination  proceeding  will  not 
be  considered  in  the  proceeding  and  will  be  treated  in 
accordance  with  the  requirements  of  a  prior  art  submission 
under  §  1.902  if  it  complies  with  the  requirements  of  §  1.501. 
Submissions  not  in  accordance  with  §  1.501  will  be  returned  to 
the  sender.  No  comment  was  received  on  this  section.  It  is 
adopted  as  proposed. 

New  §  1 .906  covers  the  scope  of  reexamination  in  an  inter 
partes  reexamination  proceeding.  While  it  is  not  intended  that 
examiners  will  routinely  complete  a  new  search  when  conduct- 
ing an  inter  partes  reexamination,  examiners  may  conduct 
additional  searches  and  cite  and  apply  additional  prior  patents 
and  printed  publications  when  they  consider  it  appropriate  and 
beneficial  to  do  so.  Section  1.906(a)  provides  that  the  exami- 
nation is  only  on  the  basis  of  patents  or  printed  publications 
and,  with  respect  to  subject  matter  added  or  deleted  during  the 
inter  partes  reexamination,  on  the  basis  of  the  requirements  of 
35  U.S.C.  112.  Section  1.906(b)  provides  that  claims  in  a 
reexamination  proceeding  must  not  enlarge  the  scope  of  the 
claims  of  the  patent  and  must  not  introduce  new  matter. 
Section  1.906(c)  provides  that  issues  relating  to  matters  other 
than  those  indicated  in  §§  1.906(a)  and  (b)  of  this  section  (e.g., 
on  sale,  public  use,  duty  of  disclosure,  etc.)  will  not  be 
resolved  in  a  reexamination  proceeding,  but  will  be  noted  by 
the  examiner  as  being  an  open  issue  in  the  record  if  such  issues 
are  raised  by  the  patent  owner  or  the  third  party  requester.  The 
examiner  should  only  note  an  issue  under  §  1.906(c)  after 
careful  consideration,  and  should  only  raise  the  noted  issue 
once.  Patent  owners  could  then  file  a  reissue  application  if  they 
wish  such  issue  to  be  resolved.  It  would  not  be  appropriate  for 
the  examiner  sua  sponte  to  raise  issues  directed  to  the 
patentability  of  a  claim  of  a  patent  which  may  not  be  resolved 
in  the  reexamination.  No  comment  was  received  on  this 
section.  It  is  adopted  as  proposed. 

New  §  1 .907  sets  forth  prohibitions  on  the  filing  of  an  inter 
partes  reexamination  request.  The  basis  for  this  section  is  35 
U.S.C.  317.  Under  §  1.907(a),  once  an  order  for  an  inter  partes 
reexamination  has  been  issued,  neither  the  third  party  re- 
quester, nor  any  of  its  privies,  may  file  a  subsequent  request  for 
an  inter  partes  reexamination  of  the  patent  until  an  inter  partes 
reexamination  certificate  is  issued,  unless  such  filing  is  autho- 
rized by  the  Commissioner.  Under  §  1.907(b),  once  a  final 
decision  has  been  entered  against  a  party  in  a  civil  action  that 
the  party  has  not  sustained  its  burden  of  proving  invalidity  of 
any  patent  claim  in  suit,  then  that  party,  and  its  privies,  are 
thereafter  precluded  from  requesting  an  inter  partes  reexami- 
nation of  any  such  patent  claim  on  the  basis  of  issues  which 


that  party,  or  its  privies,  raised  or  could  have  raised  in  such 
civil  action;  and  an  inter  partes  reexamination  requested  by 
that  party,  or  its  privies,  on  the  basis  of  such  issues  may  not 
thereafter  be  maintained  by  the  Office.  Under  §  1.907(c),  if  a 
final  decision  in  an  inter  partes  reexamination  proceeding 
instituted  by  a  third  party  requester  is  favorable  to  patentability 
of  any  patent  claim,  then  that  party,  or  its  privies,  may  not 
thereafter  request  an  inter  partes  reexamination  of  any  such 
patent  claim  on  the  basis  of  issues  which  that  party,  or  its 
privies,  raised  or  could  have  raised  in  such  inter  partes 
reexamination  proceeding.  Two  comments  were  received  di- 
rected to  this  section. 

Comments:  The  first  comment,  directed  to  §  1.907(b), 
suggests  that  if  the  Office  intends  to  determine  on  a  case-by- 
case  basis  whether  the  third  party  requester  could  have  raised 
an  issue  in  a  civil  action,  the  phrase  "or  could  have  raised" 
should  be  deleted  from  §  1.907(b).  The  second  comment 
directed  to  §§  1.907(b)  and  (c)  suggests  that  the  words  "could 
have  raised"  should  be  changed  to  "had  become  or  should 
have  become  known  to  that  party  upon  reasonable  inquiry  at 
the  time  the  inter  partes  reexamination  was  ordered."  The 
comment  argues  the  "could  have  raised"  language  would 
theoretically  bar  a  third  party  from  requesting  a  new  reexami- 
nation based  on  any  existing  patent  or  printed  publication,  even 
those  remotely  located  in  another  file  of  the  third  party. 

Response  to  Comments:  As  to  the  first  comment,  under  § 
1.915(b)(7),  a  third  party  requester  is  required  to  include  a 
certification  that  the  estoppel  provisions  of  §  1.907  do  not 
prohibit  the  filing  of  the  inter  partes  reexamination  request. 
The  Office  does  not  intend  to  look  beyond  that  certification. 
The  Office  does  not  plan  to  make  a  case-by-case  determination. 
It  is  only  in  the  rare  instance  where  a  challenge  to  the  accuracy 
of  the  certification  is  raised  by  the  patent  owner,  that  the 
question  would  then  need  to  be  addressed. 

As  to  the  second  comment  addressing  §§  1.907(b)  and  (c), 
the  statute,  35  U.S.C.  317,  recites  "on  the  basis  of  issues  which 
that  party  or  its  privies  raised  or  could  have  raised  in  such  civil 
action  or  inter  partes  reexamination  proceeding."  The  rule 
merely  tracks  the  statutory  language.  Adoption  of  the  sug- 
gested language  would  appear  to  enlarge  the  scope  of  the 
stamtory  estoppel.  The  interpretation  of  the  statutory  language 
is  subject  to  statutory  construction  on  a  case-by-case  basis 
depending  on  the  particular  facts  of  the  individual  case.  As 
noted  above,  the  Office  does  not  intend  to  make  such  a 
determination  in  each  reexamination,  but  will  rely  upon  the 
certification  by  the  third  party  requester  under  §  1.915(b)(7). 
The  comments  are  not  adopted,  and  the  section  is  adopted  as 
proposed. 

New  §  1.913  provides  for  any  person  (unless  the  estoppel 
provisions  of  §  1.907  apply)  to  file  a  request  under  35  U.S.C. 
311  for  an  inter  partes  reexamination  of  a  patent  which  issued 
from  an  original  application  filed  on  or  after  November  29, 
1999.  The  time  period  for  filing  such  a  request  is  limited  to  the 
period  of  enforceability  of  the  patent  for  which  the  request  is 
filed.  The  language  "other  than  the  patent  owner  or  its  privy" 
has  been  deleted  from  §  1.913.  One  comment  was  received 
addressed  to  this  section. 

Comment:  Section  1.913,  as  proposed  in  the  Notice  of 
Proposed  Rulemaking,  excluded  the  patent  owner  or  its  privies 
from  those  persons  who  may  file  an  inter  partes  request  for 
reexamination.  The  comment  suggests  the  Office  has  exceeded 
its  authority  in  excluding  the  patent  owner  or  its  privies.  The 
cormnent  argues  that  Congress  intended  that  the  patent  owner 
could  be  permitted  to  file  an  inter  partes  reexamination 
because  35  U.S.C.  311(c),  which  requires  the  Commissioner  to 
send  a  copy  of  the  request  to  the  patent  owner,  explicitly 
reheves  the  Commissioner  of  that  obligation  when  the  inter 
partes  requester  is  the  patent  owner.  The  comment  notes  that  a 
patent  owner  may  feel  the  chances  of  staying  a  pending 
litigation  are  increased  by  requesting  an  inter  partes  reexami- 
nation, as  compared  to  an  ex  parte  reexamination,  because  of 
the  provisions  of  35  U.S.C.  318  (stay  of  litigation). 

Response  to  Comment:  The  Office  does  not  agree  with  the 
statutory  interpretation  presented  in  the  comment.  Portions  of 
the  language  contained  in  sections  311,  312,  314,  and  317  of 
the  1999  statute  which  suggests  that  the  patent  owner  may  file 
an  inter  partes  request  for  reexamination  are  regarded  as 
inadvertent  legislative  drafting  errors  created  through  the 
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evolution  of  the  final  version  of  the  1999  statute.  The  language 
of  the  1980  ex  parte  reexamination  statute,  which  was  used  as 
the  basis  for  the  1999  statute,  includes  language  which  permits 
either  the  patent  owner  or  a  third  party  to  file  a  request  for  ex 
parte  reexamination.  The  earlier  versions  of  the  1999  statute 
merely  proposed  to  amend  the  1980  statute  by  making  the  ex 
parte  reexamination  more  inter  partes  in  nature.  The  final 
version  of  the  1999  statute  was  re-drafted  at  the  last  moment 
and  for  the  first  time  created  separate  ex  parte  (chapter  30)  and 
inter  partes  (chapter  3 1 )  reexamination  statutes  by  modeling 
the  inter  partes  practice  on  the  ex  parte  practice.  The  drafters, 
however,  inadvertently  did  not  remove  the  language  of  the 
1980  statute  directed  to  patent  owner  filings  of  reexamination 
requests,  even  though  an  inter  partes  procedure  is  clearly 
inappropriate  for  a  reexamination  initiated  by  a  patent  owner. 
Note  further  that  legislation  is  pending  before  Congress  in 
which  the  noted  language  has  been  deleted  or  changed.  See  the 
Intellectual  Property  Technical  Amendments  Act  of  2000,  H.R. 
4870,  106th  Cong.  (2000),  which  clearly  limits  the  parties  who 
may  file  an  inter  partes  request  for  reexamination  to  be  third 
parties  other  than  the  patent  owner.  Accordingly,  the  Office 
does  not  agree  with  the  comment  that  the  statute  permits  a 
patent  owner  to  file  an  inter  partes  reexamination  request. 

In  the  interest  of  being  consistent  with  the  statute,  the  phrase 
"other  than  the  patent  owner  or  its  privies"  has  been  deleted 
from  the  section.  The  change  is  being  made  solely  for  the 
purpose  of  more  closely  following  the  language  of  the  statute. 

New  §  1.915(a)  requires  payment  of  the  fee  for  requesting 
an  inter  partes  reexamination  which  is  set  forth  in  §  1.20(c)(2). 
Section  1.915(b)  indicates  what  each  request  for  inter  partes 
reexamination  must  include.  The  requirements  are  analogous 
to  the  requirements  of  §  1.510(b)  for  filing  an  ex  parte 
reexamination  request  with  the  most  notable  difference  being 
that  the  third  party  requester  must  be  identified  in  an  inter 
partes  reexamination  request.  Section  1.915(c)  indicates  that 
requests  for  an  inter  partes  reexamination  may  be  filed  by 
attorneys  or  agents  on  behalf  of  a  third  party  requester,  but  it 
is  noted  that  the  real  party  in  interest  must  be  identified. 
Section  1.915(d)  provides  that  if  the  request  for  inter  partes 
reexamination  does  not  meet  all  the  requirements  of  § 
1.915(b),  the  third  party  requester  may  be  given  an  opportunity 
to  complete  the  inter  partes  reexamination  request  to  avoid 
having  the  proceeding  vacated.  One  comment  was  received 
directed  to  this  section. 

Comment:  The  comment  noted  that  §  1.915(b)(8)  requires 
any  person  requesting  inter  partes  reexamination  to  specify  the 
"real  party  in  interest"  in  a  statement.  The  comment  asks 
whether  this  language  coupled  with  the  requirement  of  § 
1.915(c)  prohibits  an  attorney  filing  the  request  from  being  the 
real  party  in  interest. 

Response  to  Comment:  Section  1.915(c)  requires  an  attorney 
or  agent  who  files  a  request  for  inter  partes  reexamination  on 
behalf  of  another  party  to  have  a  power  of  attorney  or  to  be 
acting  in  a  representative  capacity  under  §  1.34(a).  Section 
1.915(c)  does  not  preclude  an  attorney  from  filing  a  request  for 
inter  partes  reexamination  on  behalf  of  himself  or  herself  as 
the  real  party  in  interest.  The  section  is  adopted  as  proposed. 

New  §  1.919  indicates  that  the  date  on  which  the  entire  fee 
for  a  request  for  inter  partes  reexamination  is  received  will  be 
considered  to  be  the  fifing  date  of  the  request  for  inter  partes 
reexamination.  No  comment  was  received  on  this  section.  It  is 
adopted  as  proposed. 

New  §  1.923  provides  for  a  determination  by  the  examiner 
as  to  whether  the  request  has  presented  a  substantial  new 
question  of  patentability  under  35  U.S.C.  312  and  requires  that 
the  determination  be  made  within  three  months  of  the  filing 
date  of  the  request.  One  comment  was  received  directed  to  this 
section. 

Comment:  The  comment  notes  that  section  4607  of  S.  1948 
provides  that  a  third  party  who  requests  inter  partes  reexami- 
nation is  estopped  from  challenging  at  a  later  time,  in  any  civil 
action,  any  fact  determined  "during  the  process  of  such 
reexamination.  Section  1.923  provides  that  if  the  examiner 
determines  no  substantial  new  question  of  patentability  is 
present,  the  examiner  will  deny  the  request  and  not  order 
reexamination.  The  comment  argues  that  facts  determined  in 
the  decision  ordering  or  denying  reexamination  are  not  facts 


determined  "during  the  process  of  such  reexamination  be- 
cause a  decision  denying  reexamination  is  not  a  decision  made 
after  full  submission  of  all  of  the  evidence  and  arguments.  The 
comment  suggests  that  the  following  sentence  should  be  added 
at  the  end  of  the  section  in  order  to  clearly  point  this  out:  "Such 
determination  does  not  constitute  a  finding  of  fact  under  the 
estoppel  provisions  of  Section  4607." 

Response  to  Comment:  Whether  or  not  facts  determined  in 
deciding  to  deny  or  order  reexamination  are  facts  "determined 
during  the  process  of  such  reexamination"  is  a  question  to  be 
answered  by  the  Federal  courts.  By  statute,  the  estoppel  arises 
in  a  civil  action,  not  in  an  Office  proceeding.  The  comment  is 
not  adopted,  and  the  section  is  adopted  as  proposed. 

New  §  1.925  provides  for  a  refund  under  §  1.26(c)  of  a 
portion  of  the  filing  fee  if  inter  partes  reexamination  is  not 
ordered.  See  the  discussion  of  §  1.26(c)  above  as  to  the  amount 
of  the  refund.  No  comment  was  received  on  this  section.  It  is 
adopted  as  proposed. 

New  §  1.927  provides  for  review  by  petition  to  the  Com- 
missioner of  a  decision  denying  inter  partes  reexamination.  No 
comment  was  received  on  this  section.  It  is  adopted  as 
proposed. 

New  §  1 .93 1  provides  for  ordering  inter  partes  reexamina- 
tion where  a  substantial  new  question  of  patentability  has  been 
found  pursuant  to  §  1.923.  Section  1.931(b)  places  a  Umitation 
on  the  selection  of  the  examiner  by  the  Office  in  that  the  same 
examiner  whose  decision  denying  inter  partes  reexamination 
was  reversed  on  petition  filed  under  §  1 .927  ordinarily  will  not 
conduct  the  inter  partes  reexamination  ordered  in  the  decision 
granting  the  petition.  No  comment  was  received  on  this 
section.  It  is  adopted  as  proposed.rejection  and/or  final  deci- 
sion favorable  to  patentability  in  accordance  with  35  U.S.C. 
134.  The  intent  of  limiting  the  appeal  rights  until  after  the 
examiner  issues  a  right  of  appeal  notice  is  to  specifically 
preclude  the  possibility  of  one  party  attempting  to  appeal 
prematurely  while  prosecution  before  the  examiner  is  being 
continued  by  the  other  party.  Section  1.953(b)  provides  that 
any  time  after  the  initial  Office  action  on  the  merits  in  an  inter 
partes  reexamination,  the  patent  owner  and  all  third  party 
requesters  may  stipulate  that  the  issues  are  appropriate  for  a 
final  action,  which  would  include  a  final  rejection  and/or  a  final 
decision  favorable  to  patentabiUty,  and  may  request  the  issu- 
ance of  a  right  of  appeal  notice.  If  the  examiner  determines  that 
no  other  issues  are  present  or  should  be  raised,  a  right  of  appeal 
notice  limited  to  the  identified  issues  shall  be  issued.  The 
request  for  an  expedited  notice  will  enable  the  parties  to 
accelerate  the  inter  partes  reexamination  proceeding.  Section 
1.953(c)  provides  that  the  right  of  appeal  notice  shall  be  a  final 
action,  which  would  include  a  final  rejection  and/or  a  final 
decision  favorable  to  patentability,  and  prohibits  amendments 
under  §  1.116  in  response  to  the  right  of  appeal  notice.  The 
right  of  appeal  notice  shall  set  a  one-month  time  period  for 
either  party  to  appeal.  If  no  appeal  is  filed,  the  reexamination 
proceeding  will  be  terminated,  and  the  Commissioner  will 
proceed  to  issue  a  certificate  under  §  1 .997  in  accordance  with 
the  right  of  appeal  notice.  No  comment  was  received  on  this 
section.  It  is  adopted  as  proposed. 

New  §  1.955  provides  that  interviews  which  discuss  the 
merits  of  the  proceeding  will  not  be  permitted  in  inter  partes 
reexamination  proceedings.  Thus,  in  an  inter  partes  reexami- 
nation proceeding,  no  separate  ex  parte  interviews  will  be 
permitted,  and  no  inter  partes  interviews  will  be  permitted;  nor 
wiU  an  informal  amendment  be  accepted  as  that  would  be 
tantamount  to  an  ex  parte  interview.  All  communications 
between  the  Office  and  the  patent  owner  which  are  directed  to 
the  merits  of  the  proceeding  must  be  in  writing  and  filed  with 
the  Office  for  entry  into  the  record  of  the  proceeding.  The 
Office  has  reconsidered  its  initial  position,  taken  in  the  August 
11,  1995,  Notice  of  Proposed  Rulemaking,  to  permit  owner- 
initiated  interviews  in  which  the  patent  owner  and  the  third 
party  requester  would  participate.  Accordingly,  neither  the 
patent  owner  nor  the  third  party  requester  in  an  inter  partes 
reexamination  is  permitted  to  initiate,  or  participate  in,  an  ex 
parte  interview  or  an  inter  partes  interview  which  discusses 
the  merits  of  the  proceeding.  Four  comments  were  received 
directed  to  this  section. 

Comments:  The  first  comment  asserts  that  because  the  inter 
partes  reexamination  may  result  in  the  cancellation  of  patent 
claims  or  the  estoppel  of  one  or  more  third  party  defenses  in  a 
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civil  action,  the  examiner  should  have  access  to  all  matters  that 
may  be  necessary  to  reach  a  decision,  including  the  testimony 
of  experts,  particularly  in  the  face  of  cross-examination. 
Further,  the  comment  suggests  that  the  patent  owner  is  forced 
into  an  inter  partes  reexamination  and  should  not  be  deprived 
of  patent  rights  without  due  process  of  law.  The  corrmient 
suggests  that  interviews  should  be  provided  during  which  each 
party  should  be  permitted  to  present  its  case  orally  to  the 
examiner,  to  present  its  experts  and  to  question  the  other  party 
and  the  other  party's  experts  in  front  of  the  examiner,  and  that 
the  examiner,  in  turn,  should  have  the  opportunity  to  question 
both  parties  and  their  experts. 

The  second  comment  recognizes  the  concerns  of  the  Office 
but  concludes  that  since  the  rule  could  be  waived  in  appropri- 
ate circumstances,  the  rule  does  not  amount  to  an  absolute 
prohibition.  The  comment  suggests  interviews  be  permitted, 
particularly  if  they  could  be  handled  through  the  assistance  of 
a  special  group  of  legal  advisors  trained  in  conducting  inter 
partes  hearings.  The  comment  further  suggests  a  rule  be 
imposed  that  any  oral  or  electronic  contact  with  Office  officials 
responsible  for  an  inter  partes  proceeding  be  handled  through 
a  conference  call  with  all  relevant  parties  represented. 

The  third  comment  suggests  that  it  is  unnecessary  to  ban 
interviews  across  the  board  because  an  interview  can  be  useful 
to  help  the  examiner  understand  the  points  of  contention, 
particularly  so  when  the  art  is  complex.  If  the  presence  of  a 
third  party  requester  would  complicate  the  interview,  the 
examiner  could  simply  interview  the  parties  separately.  The 
comment  suggests  that  since  there  are  usually  severely  con- 
flicting interests  between  the  patent  owner  and  the  third  party 
requester,  the  interview  should  be  limited  to  deepening  the 
examiner's  understanding  of  the  technology  and  to  clarifying 
points  of  contention;  the  examiner  should  be  prohibited  from 
discussing  amendment  proposals. 

The  fourth  comment  suggests  that  while  the  prohibition 
against  interviews  would  seem  to  be  quite  beneficial  to  the 
third  party  requester,  a  countervaiUng  problem  for  the  exam- 
iner and  the  patent  owner  will  be  an  inability  of  the  examiner 
to  resolve  complex  technological  issues  by  direct  questions 
and  answers  (in  an  interview).  The  comment  suggests  that 
guidehnes  to  the  examiner  on  how  to  address  such  issues  in  the 
form  of  written  questions  should  be  provided  in  the  Manual  of 
Patent  Examining  Procedure  (MPEP). 

Response  to  Comments:  The  comments  suggest  various 
formats  for  providing  an  interview  including:  a  formal  hearing 
format,  interview  oversight  by  trained  legal  advisors,  confer- 
ence calls,  separate  interviews  for  both  parties,  and  limitations 
on  the  examiner  from  discussing  amendments  during  an 
interview.  While  the  suggested  formats  would  tend  to  ease  the 
problems  associated  with  inter  partes  interviews,  the  remain- 
ing problems  would  still  outweigh  the  benefits  of  an  interview 
on  the  merits.  No  matter  what  the  structure  of  the  interview,  the 
presence  of  a  third  party  requester  (or  a  separate  interview  with 
the  requester)  will  complicate  the  reexamination  proceeding 
and  significantly  delay  it.  Past  history  has  shown  inter  partes 
interviews  to  be  both  resource  intensive  and  unwieldy.  Inter 
partes  interviews  are  difficult  to  arrange,  conduct,  and  control. 
Inevitable  interaction  between  the  patent  owner's  representa- 
tive and  its  experts,  the  third  party's  representative  and  its 
experts,  the  examiner,  and  the  "senior  level  official"  would  be 
difficult  to  regulate  and  control.  Recording  the  substance  of  the 
interview  would  be  difficult,  and  providing  cross-transcripts 
would  result  in  delay  and  complications.  In  addition,  the  time 
to  arrange  and  conduct  the  interview  would  greatly  extend  the 
inter  partes  proceeding  time  line,  which  would  be  clearly 
contrary  to  the  "special  dispatch"  required  by  35  U.S.C. 
314(c)  for  the  inter  partes  reexamination  proceeding.  The 
suggestion  as  to  providing  guidelines  on  instructing  the  exam- 
iner on  how  to  draft  written  questions  is  a  matter  to  be 
addressed  in  a  future  MPEP  revision.  The  comments  are  not 
adopted,  and  the  section  is  adopted  as  proposed. 

New  §  1.956  relates  to  patent  owner  extensions  of  time  for 
responding  to  a  requirement  of  the  Office  in  inter  partes 
reexamination  proceedings.  As  in  ex  parte  reexamination 
practice,  a  patent  owner  may  only  obtain  an  extension  of  time 
for  sufficient  cause,  and  the  request  for  such  extension  must  be 
filed  on  or  before  the  end  of  the  period  for  response.  Note  that 
the  time  for  the  third  party  requester  to  file  comments  to  patent 


owner  responses  may  not  be  extended,  as  set  forth  in  §  1.947. 
No  comment  was  received  on  this  section.  It  is  adopted  as 
proposed. 

New  §  1.957(a)  provides  that  a  third  party  requester's 
submission  in  inter  partes  reexamination  may  be  refused 
consideration  if  it  is  untimely  or  is  inappropriate.  Sections 
1.957(b)  and  (c)  relate  to  the  patent  owner's  failure  to  timely  or 
appropriately  respond  in  inter  partes  reexamination  proceed- 
ings. In  this  event,  if  no  claims  are  found  patentable,  the 
proceeding  shall  be  terminated  and  a  reexamination  certificate 
shall  be  issued.  If  claims  are  found  patentable,  further  pros- 
ecution shall  be  limited  to  the  patentable  claims,  and  any 
additional  claims  that  do  not  expand  the  scope  of  the  patent- 
able claims.  New  §  1.957(d)  provides  that  when  the  action  by 
the  patent  owner  is  a  bona  fide  attempt  to  respond  and  to 
advance  the  case,  and  is  substantially  a  complete  response  to 
the  Office  action,  but  consideration  of  some  matter  or  compli- 
ance with  some  requirement  has  been  inadvertently  omitted,  an 
opportunity  to  explain  and  supply  the  omission  may  be  given. 
No  comment  was  received  on  this  section.  It  is  adopted  as 
proposed. 

New  §  1.958(a)  provides  for  the  revival  of  terminated  inter 
partes  reexamination  proceedings  under  the  unavoidable  delay 
provisions  of  §  1.137(a).  The  unavoidable  delay  provisions  of 
35  U.S.C.  133  are  imported  into  and  are  applicable  to  inter 
partes  reexamination  proceedings  under  35  U.S.C.  314.  New  § 
1.958(b)  provides  for  the  revival  of  terminated  inter  partes 
reexamination  proceedings  under  the  unintentional  provisions 
of  §  1.137(b).  The  unintentional  delay  fee  provisions  of  35 
U.S.C.  41(a)(7)  are  imported  into  and  are  applicable  to  inter 
partes  reexamination  proceedings  under  section  4605  of  S. 
1948.  Note,  however,  the  unintentional  delay  fee  provisions  of 
35  U.S.C.  41(a)(7)  only  become  effective  in  reexamination 
proceedings  on  November  29,  2000  (one  year  after  enactment 
of  statute).  No  comment  was  received  on  this  section.  It  is 
adopted  as  proposed. 

New  §  1.959  relates  to  appeals  and  cross  appeals  to  the 
Board  of  Patent  Appeals  and  Interferences  in  inter  partes 
reexamination  proceedings.  Both  patent  owners  and  third  party 
requesters  are  given  appeal  rights  in  accordance  with  35  U.S.C. 
315.  No  comment  was  received  on  this  section.  It  is  adopted  as 
proposed. 

New  §  1 .961  relates  to  time  of  transfer  of  the  jurisdiction  of 
the  appeal  over  to  the  Board  of  Patent  Appeals  and  Interfer- 
ences in  inter  partes  reexamination  proceedings.  No  comment 
was  received  on  this  section.  It  is  adopted  as  proposed. 

New  §  1.962  relates  to  the  definition  of  appellant  and 
respondent  in  inter  partes  reexamination  proceedings.  No 
comment  was  received  on  this  section.  It  is  adopted  as 
proposed. 

New  §  1.963  relates  to  the  time  periods  for  filing  briefs  in 
inter  partes  reexamination  proceedings.  No  comment  was 
received  on  this  section.  It  is  adopted  as  proposed. 

New  §  1.965  relates  to  the  requirements  of  the  appellant 
brief  in  inter  partes  reexamination  proceedings.  No  corrmient 
was  received  on  this  section.  It  is  adopted  as  proposed. 

New  §  1 .967  relates  to  the  requirements  of  the  respondent 
brief  in  inter  partes  reexamination  proceedings.  No  comment 
was  received  on  this  section.  It  is  adopted  as  proposed. 

New  §  1.969  relates  to  the  examiner's  answer.  An  examin- 
er's answer  may  not  include  a  new  ground  of  rejection  nor  a 
new  decision  favorable  to  patentability.  In  either  case  (if  there 
is  to  be  a  new  ground  of  rejection  or  a  new  decision  favorable 
to  patentabihty),  prosecution  should  be  reopened.  One  com- 
ment was  received  directed  to  this  section. 

Comment:  The  comment  questioned  whether  the  examiner's 
answer  should  be  optional  especially  when  the  appeal  is  by  the 
patent  owner. 

Response  to  Comment:  Although  §  1 .969(a)  indicates  that  an 
examiner's  answer  "may"  be  furnished,  common  practice  as 
set  out  in  the  procedure  of  the  Manual  of  Patent  Examining 
Procedure,  is  to  furnish  an  examiner's  answer.  When  an  appeal 
goes  forward,  an  examiner's  answer  will  be  mandatory.  If  the 
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examiner,  however,  changes  his  or  her  position  to  issue  a  new 
ground  of  rejection  or  (when  the  third  party  participates  in  the 
appeal)  to  make  a  new  finding  of  patentability,  an  examiner's 
answer  would  not  be  issued  and  prosecution  would  be  re- 
opened. The  word  "may"  is  used  to  cover  those  situations 
where  prosecution  is  reopened  and  an  examiner's  answer  is  not 
issued.  The  word  "may"  does  not  authorize  an  examiner  to 
send  a  proceeding  to  the  Board  of  Patent  Appeals  and 
Interferences  without  issuing  an  examiner's  answer.  Section 
1.969(c)  is  being  modified  by  deleting  "Where  a  third  party 
requester  is  a  party  to  the  appeal"  and  a  new  §  1.969(d)  is 
being  added  which  provides  clarification  that  any  new  ground 
of  rejection  or  new  determination  not  to  make  a  proposed 
rejection  must  be  made  in  an  action  reopening  prosecution  in 
accordance  with  the  discussion  of  proposed  §  1.969  in  the 
notice  of  proposed  rulemaking.  The  comment  is  not  adopted 
and  the  section  is  adopted  as  modified  in  new  §  1.969(d). 

New  §  1.971  gives  any  appellant  one  opportunity  to  file  a 
rebuttal  brief  following  the  examiner's  answer.  The  rebuttal 
brief  filed  by  an  appellant  who  is  the  patent  owner  is  hmited  to 
the  issues  raised  in  the  examiner's  answer  and/or  in  any 
respondent  brief.  The  rebuttal  brief  filed  by  an  appellant  who  is 
a  third  party  requester  is  limited  to  the  issues  raised  in  the 
examiner's  answer  and/or  in  the  patent  owner's  respondent 
brief.  The  rebuttal  brief  of  a  third  party  requester  may  not  be 
directed  to  the  respondent  brief  of  any  other  third  party 
requester.  No  new  ground  of  rejection  can  be  proposed  by  a 
third  party  requester  appellant.  One  comment  was  received 
directed  to  this  section. 

Comment:  The  comment,  notes  that  the  time  for  filing  the 
rebuttal  brief  is  within  one  month  of  the  examiner's  answer 
and  suggests  that  since  the  examiner's  answer  is  not  required 
by  the  rules,  tying  one  deadhne  date  to  another  date  for  an 
event  that  may  never  occur  may  create  a  problem. 

Response  to  Comment:  Although  §  1.969(a)  indicates  that  an 
examiner's  answer  "may"  be  furnished,  common  practice  as 
set  out  in  the  procedure  of  the  Manual  of  Patent  Examining 
Procedure,  is  to  furnish  an  examiner's  answer.  When  an  appe^ 
goes  forward,  an  examiner's  answer  will  be  mandatory.  See  the 
discussion  set  forth  in  response  to  the  comment  on  §  1.969 
above.  The  comment  is  not  adopted  and  the  section  is  adopted 
as  proposed. 

New  §  1.973  relates  to  the  oral  hearing  in  inter  partes 
reexamination  proceedings.  One  comment  was  received  di- 
rected to  this  section. 

Comment:  The  comment  points  out  that  the  request  for  oral 
hearing  may  be  filed  "within  one  month  of  the  examiner's 
answer,"  and  that  the  rules  provide  that  the  examiner  "may" 
issue  an  examiner's  answer  under  1.969(a).  The  comment 
questions  what  happens  if  the  examiner  does  not  issue  an 
examiner's  answer?  The  comment  suggests  the  rule  should  be 
modified  to  provide  that  a  request  for  oral  hearing  be  due 
"within  two  months  after  the  date  of  the  examiner's  answer  or 
the  period  within  which  the  examiner's  answer  must  be 
furnished." 

Response  to  Comment:  Although  §  1 .969(a)  indicates  that  an 
examiner's  answer  "may"  be  furnished,  common  practice  as 
set  out  in  the  procedure  of  the  Manual  of  Patent  Examining 
Procedure,  is  to  furnish  an  examiner's  answer.  When  an  appeal 
goes  forward,  an  examiner' s  answer  will  be  mandatory.  See  the 
discussion  set  forth  in  response  to  the  comment  on  §  1.969 
above.  The  comment  is  not  adopted  and  the  section  is  adopted 
as  proposed. 

New  §  1 .975  relates  to  affidavits  or  declarations  after  appeal 
in  inter  partes  reexamination  proceedings.  No  comment  was 
received  on  this  section.  It  is  adopted  as  proposed. 

New  §  1.977  relates  to  the  decision  by  the  Board  of  Patent 
Appeals  and  Interferences  (Board)  in  inter  partes  reexamina- 
tion proceedings.  This  section  generally  tracks  §  1.196  which 
governs  the  Board's  decision  in  an  appeal  in  an  apphcation. 
Section  1.977(a)  provides  that  a  reversal  of  an  examiner's 
decision  favorable  to  patentability  (i.e.,  the  reversal  of  the 
examiner's  decision  not  to  make  a  rejection  proposed  by  the 
third  party  requester)  constitutes  a  decision  adverse  to  patent- 
ability which  will  be  set  forth  as  a  new  ground  of  rejection 
under  §  1.977(b).  Section  §  1.977  as  set  forth  in  the  notice  of 


proposed  rulemaking  included  a  §  1.977(c)  which  permitted 
the  Board  to  include  a  statement  that  a  claim  may  be  allowable 
in  amended  form  if  newly  revised  as  proposed  by  the  Board. 
Proposed  §  1.977(c),  however,  has  been  deleted  in  light  of  the 
comment  and  discussion  that  follows. 

Comment:  The  comment  notes  that  under  1.977(c),  as 
proposed,  the  Board  of  Patent  Appeals  and  Interferences 
(Board)  may  suggest  an  amendment  for  allowing  a  claim.  The 
comment  suggests  that  procedures  would  be  too  complicated 
to  implement  in  the  inter  partes  proceeding. 

Response  to  Comment:  The  comment  is  adopted.  Providing 
for  patent  owner  and  third  party  comment  on  a  Board  deter- 
mination of  the  patentability  of  a  hypothetical  amended  claim 
appears  to  be  unduly  complicated  so  late  in  the  proceedings. 
Section  1.977(c)  as  proposed  in  the  notice  of  proposed  rule- 
making has  been  deleted.  Sections  1 .977(d)-(h)  as  proposed  in 
the  notice  of  proposed  rulemaking  have  been  redesignated  §§ 
1 .977(c)-(g),  respectively,  and  references  to  these  subsections 
in  other  sections  have  been  revised  to  reflect  these  changes. 

New  §  1 .979  relates  to  the  procedure  following  the  decision 
or  dismissal  by  the  Board  of  Patent  Appeals  and  Interferences 
in  inter  partes  reexamination  proceedings.  No  comment  was 
received  on  this  section.  It  is  adopted  as  proposed. 

New  §  1.981  relates  to  the  procedure  for  the  reopening  of 
prosecution  following  the  decision  by  the  Board  of  Patent 
Appeals  and  Interferences  in  inter  partes  reexamination  pro- 
ceedings. No  comment  was  received  on  this  section.  It  is 
adopted  as  proposed. 

New  §  1.983  relates  to  the  patent  owner's  right  to  appeal  to 
the  United  States  Court  of  Appeals  for  the  Federal  Circuit  in 
inter  partes  reexamination  proceedings.  Under  35  U.S.C.  141, 
the  patent  owner  in  inter  partes  reexamination  proceedings 
may  appeal  the  decision  of  the  Board  of  Patent  Appeals  and 
Interferences  only  to  the  United  States  Court  of  Appeals  for  the 
Federal  Circuit.  Under  35  U.S.C.  134(c),  the  third  party 
requester  in  inter  partes  reexamination  proceedings  may  not 
appeal  the  decision  of  the  Board  of  Patent  Appeals  and 
Interferences.  No  comment  was  received  on  this  section.  It  is 
adopted  as  proposed. 

New  §  1.985  relates  to  notification  of  prior  or  concurrent 
proceedings  in  inter  partes  reexamination  proceedings.  Section 
1.985(a)  requires  the  patent  owner  to  notify  the  Office  of  any 
prior  or  concurrent  proceeding  involving  the  patent  under  inter 
partes  reexamination.  Section  1.985(b)  permits  any  member  of 
the  public  to  notify  the  Ofi5ce  of  any  prior  or  concurrent 
proceeding  involving  the  patent  under  inter  partes  reexamina- 
tion. Such  notice,  however,  must  be  limited  to  merely  provid- 
ing notice  without  discussion  of  the  issues  in  the  inter  partes 
reexamination.  Any  notice  that  includes  a  discussion  of  the 
issues  will  be  returned  to  the  sender.  No  comment  was  received 
on  this  section.  It  is  adopted  as  proposed. 

New  §  1.987  provides  that  when  a  patent  involved  in  an 
inter  partes  reexamination  is  concurrently  involved  in  litiga- 
tion, the  Commissioner  shall  determine  whether  or  not  to 
suspend  the  inter  partes  reexamination  proceeding.  No  com- 
ment was  received  on  this  section.  It  is  adopted  as  proposed. 

New  §  1.989  relates  to  the  merger  of  concurrent  reexami- 
nation proceedings.  One  comment  was  received  directed  to  this 
section. 

Comment:  The  comment  suggests  that  if  a  third  party 
requester  in  an  inter  partes  reexamination  files  a  subsequent  ex 
parte  reexamination  request,  the  proceedings  should  not  be 
merged,  but  rather  the  ex  parte  reexamination  should  be 
stayed.  The  comment  argues  that  a  third  party  requester  in  an 
inter  partes  reexamination  should  not  be  permitted  to  end-run 
the  prohibition  of  35  U.S.C.  317(a)  (which  prohibits  a  subse- 
quent inter  partes  reexamination  during  the  pendency  of  an 
ongoing  inter  partes  reexamination)  by  filing  a  subsequent  ex 
parte  reexamination  request. 

Response  to  Comment:  As  to  the  suggestion  that  the 
subsequent  ex  parte  reexamination  be  stayed,  this  would  be  in 
direct  violation  of  the  special  dispatch  requirement  of  the  ex 
parte  reexamination  statute.  Ethicon  v.  Quigg,  849  F.2d  1422, 
7  USPQ2d  1 152  (Fed.  Cir.  1988).  Moreover,  the  filing  of  an  ex 
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parte  reexamination  request  by  an  inter  partes  third  party 
requester  is  not  an  "end-run"  of  the  prohibition  of  35  U.S.C. 
317(a),  because  the  two  proceedings  are  of  a  different  nature, 
and  thus,  the  filing  of  the  ex  parte  reexamination  is  not  the 
same  as  the  filing  of  a  second  inter  partes  reexamination.  The 
comment  is  not  adopted  and  the  section  is  adopted  as  proposed. 

New  §  1.991  relates  to  the  merger  of  a  concurrent  reissue 
application  and  an  inter  partes  reexamination  proceeding.  Two 
comments  were  received  directed  to  this  section. 

Comments:  The  first  comment  suggests  that  if  the  patent 
owner  is  permitted  to  request  an  interview  in  a  merged  reissue 
and  inter  partes  reexamination,  then  the  third  party  requester 
should  be  permitted  to  do  so  equally  as  well. 

The  second  comment  notes  that  the  third  party  requester  is 
permitted  by  rule  in  a  merged  reexamination  and  reissue  to 
participate  to  the  extent  permitted  by  the  reexamination  rales 
and  be  limited  to  issues  within  the  scope  of  inter  partes 
reexamination.  The  comment  questions  whether  this  is  realistic 
and  asks  (1)  whether  this  limitation  precludes  a  third  party 
from  acting  as  a  protestor  in  the  merged  reissue  application 
regarding  the  full  scope  of  issues  raised  in  the  merged 
proceeding;  and  (2)  since  the  patent  owner  filed  the  reissue, 
why  should  the  third  party  be  precluded  from  participating  as 
a  protestor?  The  comment  suggests  a  better  approach  would  be 
to  permit  the  third  party  to  comment  on  any  issue,  so  long  as 
it  was  in  accord  with  the  procedures  adopted  for  the  conduct  of 
the  merged  proceeding  for  third  parties  or  protestors. 

Response  to  Comments:  The  first  comment  suggests  that  if 
the  patent  owner  is  permitted  to  request  an  interview  in  a 
merged  reissue  and  inter  partes  reexamination,  the  Office 
should  also  permit  the  third  party  requester  to  initiate  an 
interview  in  the  merged  proceeding.  The  suggestion  is  moot, 
since  the  patent  owner  will  not  be  permitted  to  request  an 
interview  in  a  merged  reissue  and  inter  partes  reexamination 
for  the  reasons  set  forth  in  the  discussion  of  §  1.955  above. 

As  to  the  second  comment,  the  rule  does  not  preclude  the 
third  party  requester  from  filing  a  protest  under  §  1.291  in  the 
reissue  application  in  the  merged  proceeding  directed  to  any 
issue,  including  issues  other  than  those  relating  to  patent  and 
printed  publications.  Such  protests  would  be  governed  by  the 
procedures  adopted  for  protestors  set  forth  in  Chapter  1900  of 
the  Manual  of  Patent  Examining  Procedure  (MPEP).  Partici- 
pation in  issues  raised  under  §  1.291  will  be  governed  by  § 
1.291  and  the  procedures  adopted  for  protestors  in  MPEP  1901 
through  1907.  To  the  extent  that  the  second  comment  would 
permit  the  third  party  requester  to  "comment"  (as  opposed  to 
filing  a  protest)  on  any  issue,  so  long  as  it  was  in  accord  with 
the  procedures  adopted  for  the  conduct  of  the  merged  proceed- 
ing for  third  parties  or  protestors,  the  comment  will  not  be 
adopted.  The  right  to  file  a  protest  is  limited  as  stated  in  MPEP 
chapter  1900.  Thus,  the  permitted  challenge  to  the  patent  on 
"any  issue"  is  hmited.  To  permit  third  party  requester  "com- 
ments" on  "any  issue"  would  increase  the  pendency  of  the 
proceeding  contrary  to  special  dispatch  required  by  the  statute, 
and  would  permit  harassment  of  the  patent  owner  on  "any 
issue"  in  ways  that  the  Chapter  1900  limitations  on  protest 
submissions  are  designed  to  prevent  {i.e.,  multiple  submissions 
on  the  same  issue).  The  comments  are  not  adopted. 

New  §  1.993  relates  to  the  suspension  of  a  concurrent 
interference  or  an  inter  partes  reexamination  proceeding.  No 
comment  was  received  on  this  section.  It  is  adopted  as 
proposed. 

New  §  1.995  relates  to  the  third  party  requester's  participa- 
tion rights  being  preserved  in  a  merged  proceeding.  No 
comment  was  received  on  this  section.  It  is  adopted  as 
proposed. 

New  §  1.997  provides  for  the  issuance  of  the  reexamination 
certificate  under  35  U.S.C.  316  after  conclusion  of  an  inter 
partes  reexamination  proceeding.  The  certificate  will  cancel 
any  patent  claims  determined  to  be  unpatentable,  confirm  any 
patent  claims  determined  to  be  patentable,  and  incorporate  into 
the  patent  any  amended  or  new  claims  determined  to  be 
patentable.  Once  all  of  the  claims  have  been  canceled  from  the 
patent,  the  patent  ceases  to  be  enforceable  for  any  purpose. 
Accordingly,  any  pending  reissue  proceeding  or  other  Office 
proceeding  relating  to  a  patent  for  which  a  certificate  that 
canceled  all  of  the  patent  claims  has  been  issued  will  be 


terminated.  This  provides  a  degree  of  assurance  to  the  public 
that  patents  with  all  the  claims  canceled  via  inter  partes 
reexamination  proceedings  will  not  again  be  asserted.  No 
comment  was  received  on  this  section.  It  is  adopted  as 
proposed. 

Classification 

Regulatory  Flexibility  Act 

The  Chief  Counsel  for  Regulation  of  the  Department  of 
Commerce  certified  to  the  Chief  Counsel  for  Advocacy,  Small 
Business  Administration,  that  the  changes  in  this  notice  willnot 
have  a  significant  impact  on  a  substantial  number  of  small 
entities  (Regulatory  Rexibihty  Act,  5  U.S.C.  605(b)).  This 
rulemaking  implements  the  provisions  of  title  IV,  subtitle  F  (§§ 
4601  through  4608)  of  the  American  Inventors  Protection  Act 
of  1999,  which  permits  a  third  party  requester  to  participate 
more  extensively  during  the  reexamination  proceeding  as  well 
as  giving  them  appeal  rights.  The  changes  in  this  notice  will 
provide  procedures  for  a  third  party  to  request  optional  inter 
partes  reexamination  of  a  patent.  The  new  inter  partes  pro- 
ceedings are  similar  to  the  ex  parte  proceedings,  although  they 
are  more  complicated  procedurally  to  accommodate  the  pres- 
ence of  the  third  party. 

Taking  into  account  the  overall  similarities  and  additional 
complexity,  it  is  reasonable  to  assume  that  a  similar  proportion 
of  small  entities  will  request  inter  partes  reexamination  as 
have  requested  ex  parte  reexamination.  Furthermore,  it  is 
anticipated  that  inter  partes  reexamination  requests  will  be 
filed  by  third  party  requesters,  while  patent  owners  will 
continue  to  file  ex  parte  reexamination  requests.  Approxi- 
mately 400  ex  parte  reexamination  filings  have  been  received 
each  year  since  1992,  of  which  55  percent  or  220  have  been 
filed  by  third  party  requesters.  Since  the  beginning  of  the 
reexamination  procedure,  about  22.5  percent  of  the  ex  parte 
reexamination  requesters  have  been  small  entities.  If  all  220  of 
the  third  party-filed  reexamination  requests  were  filed  as 
requests  for  inter  partes  reexaminations,  approximately  50 
requests  (22.5%  )  would  come  from  small  entities.  The  higher 
cost  of  the  inter  partes  reexamination  fee  ($8,800)  compared  to 
the  ex  parte  reexamination  fee  ($2,520)  reflects  the  greatly 
expanded  participation  available  to  the  third  party  requester.  In 
the  inter  partes  proceeding,  the  third  party  requester  has  the 
right  to  comment  on  every  response  by  the  patent  owner  to  the 
USPTO,  to  be  a  party  to  any  appeal  by  the  patent  owner  to  the 
Board  of  Patent  Appeals  and  Interferences,  and  to  appeal  any 
determination  of  patentability  to  the  Board  of  Patent  Appeals 
and  Interferences.  In  the  ex  parte  proceeding,  the  third  party 
requester's  role  is  limited  to  the  request  for  reexamination  and 
a  single  reply  to  the  patent  owner's  response.  The  third  party 
requester  also  has  no  appeal  rights  in  an  ex  parte  reexamina- 
tion. Therefore,  the  number  of  small  businesses  affected  by 
these  proposed  optional  inter  parte  reexamination  rules  is  not 
significant,  and  the  impact  on  each  business,  considering  the 
benefits  of  greater  participation  throughout  the  inter  partes 
proceeding,  is  not  significant. 

Executive  Order  13132 

This  rulemaking  does  not  contain  policies  with  federalism 
implications  sufficient  to  warrant  preparation  of  a  Federalism 
Assessment  under  Executive  Order  13132  (August  4,  1999). 

Executive  Order  12866 

This  rulemaking  has  been  determined  to  be  not  significant 
for  purposes  of  Executive  Order  12866  (September  30,  1993). 

Paperwork  Reduction  Act 

This  notice  of  rulemaking  involves  information  collection 
requirements  which  are  subject  to  review  by  the  Office  of 
Management  and  Budget  (0MB)  under  the  Paperwork  Reduc- 
tion Act  of  1995  (44  U.S.C.  3501  et  seq.).  The  collection  of 
information  involved  in  this  notice  of  rulemaking  has  been 
reviewed  and  previously  approved  by  OMB  under  OMB 
control  number  0651-0033. 

As  required  by  the  Paperwork  Reduction  Act  of  1995  (44 
U.S.C.  3507(d)),  the  U.S.  Patent  and  Trademark  Office  has 
submitted  an  information  collection  package  to  OMB  for  its 
review  and  approval  of  the  proposed  information  collections 
under  OMB  control  number  0651-0033.  The  U.S.  Patent  and 
Trademark  Office  is  submitting  this  information  collection  to 
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OMB  for  its  review  and  approval  because  this  notice  of 
rulemaking  will  add  the  request  for  optional  inter  partes 
reexamination  of  a  patent  to  that  collection. 

The  title,  description,  and  respondent  description  of  the 
information  collection  is  shown  below  with  an  estimate  of  the 
annual  reporting  burdens.  Included  in  this  estimate  is  the  time 
for  reviewing  instructions,  gathering  and  maintaining  the  data 
needed,  and  completing  and  reviewing  the  collection  of  infor- 
mation. The  principal  impact  of  the  changes  in  this  notice  of 
rulemaking  is  to  implement  the  changes  to  Office  practice 
necessitated  by  title  IV,  subtitle  F  (§§  4601  through  4608)  of 
the  American  Inventors  Protection  Act  of  1999  (enacted  into 
law  by  §  1000(a)(9),  division  B,  of  PubUc  Law  106-113). 

OMB  Number:  0651-0033. 

Title:  Post  Allowance  and  Refiling. 

Form  Numbers:  PTO/SB/13/14/44/50-57;  PTOL-85b. 

Type  of  Review:  Approved  through  September  of  2000. 

Affected  Public:  Individuals  or  Households,  Business  or 
Other  For-  Profit  Institutions,  Not-for-Profit  Institutions  and 
Federal  Govenmient. 

Estimated  Number  of  Respondents:  172,475. 

Estimated  Time  Per  Response:  0.3  hour. 

Estimated  Total  Annual  Burden  Hours:  51,593.5  hours. 

Needs  and  Uses:  This  collection  of  information  is  required 
to  administer  the  patent  laws  pursuant  to  title  35,  U.S.C., 
concerning  the  issuance  of  patents  and  related  actions  includ- 
ing correcting  errors  in  printed  patents,  refiling  of  patent 
applications,  requesting  reexamination  of  a  patent,  and  re- 
questing a  reissue  patent  to  correct  an  error  in  a  patent.  The 
afifected  public  includes  any  individual  or  institution  whose 
application  for  a  patent  has  been  allowed  or  who  takes  action 
as  covered  by  the  applicable  rules. 

Comments  are  invited  on:  (1)  Whether  the  collection  of 
information  is  necessary  for  proper  performance  of  the  func- 
tions of  the  agency;  (2)  the  accuracy  of  the  agency's  estimate 
of  the  burden;  (3)  ways  to  enhance  the  quality,  utility,  and 
clarity  of  the  information  to  be  collected;  and  (4)  ways  to 
minimize  the  burden  of  the  collection  of  information  to 
respondents. 

Interested  persons  are  requested  to  send  comments  regard- 
ing these  information  collections,  including  suggestions  for 
reducing  this  burden,  to  Robert  J.  Spar,  Director,  Office  of 
Patent  Legal  Administration,  U.S.  Patent  and  Trademark  Of- 
fice, Waslungton,  D.C.  20231,  or  to  the  Office  of  Information 
and  Regulatory  Affairs  of  OMB,  New  Executive  Office  Build- 
ing, 725  17th  St.  NW,  Room  10235,  Washington,  DC  20503, 
Attention:  Desk  Officer  for  the  U.S.  Patent  and  Trademark 
Office. 

Notwithstanding  any  other  provision  of  law,  no  person  is 
required  to  respond  to  or  shall  a  person  be  subject  to  a  penalty 
for  failure  to  comply  with  a  collection  of  information  subject  to 
the  requirements  of  the  Paperwork  Reduction  Act  unless  that 
collection  of  information  displays  a  currently  valid  OMB 
control  number. 

List  of  Subjects  in  37  CFR  Part  1 

Administrative  practice  and  procedure.  Courts,  Freedom  of 
information.  Inventions  and  patents.  Reporting  and  record- 
keeping requirements.  Small  businesses. 

For  the  reasons  set  out  in  the  preamble  and  under  the 
authority  given  to  the  Commissioner  of  Patents  and  Trade- 
marks by  35  U.S.C.  2(b)(2),  part  1  of  title  37  CFR  is  amended 
as  set  forth  below. 

PART  1— RULES  OF  PRACTICE  IN  PATENT  CASES 

1 .  The  authority  citation  for  37  CFR  part  1  continues  to  read 
as  follows: 


(2)  Correspondence  in  and  relating  to  a  particular  applica- 
tion or  other  proceeding  in  the  Office.  See  particularly  the  rules 
relating  to  the  fiUng,  processing,  or  other  proceedings  of 
national  applications  in  subpart  B,  §§  1.31  to  1.378;  of 
international  applications  in  subpart  C,  §§  1.401  to  1.499;  of  ex 
parte  reexaminations  of  patents  in  subpart  D,  §§  1.501  to 
1.570;  of  interferences  in  subpart  E,  §§  1.601  to  1.690;  of 
extension  of  patent  term  in  subpart  F,  §§  1.710  to  1.785;  of 
inter  partes  reexaminations  of  patents  in  subpart  H,  §§  1.902  to 
1.997;  and  of  trademark  applications  §§  2.11  to  2.189. 


3.  Section  1.6(d)(5)  is  revised  to  read  as  follows: 
§  1.6  Receipt  of  Correspondence. 


/j\  *  *  * 

(5)  A  request  for  reexamination  under  §  1.510  or  §  1.913; 


4.  Section  1.20(c)  is  revised  to  read  as  follows: 
§  1.20  Post-issuance  and  reexamination  fees. 


(c)  In  reexamination  proceedings 

(1)  For  filing  a  request  for  ex  parte  reexamination  (§ 
1.510(a))— $2,520.00 

(2)  For  fiUng  a  request  for  inter  partes  reexamination  (§ 
1.915(a))— $8,800.00 

5.  Section  1.25(b)  is  revised  to  read  as  follows: 
§  1.25  Deposit  accounts. 

(b)  Filing,  issue,  appeal,  international-type  search  report, 
international  application  processing,  petition,  and  post-issu- 
ance fees  may  be  charged  against  these  accounts  if  sufficient 
funds  are  on  deposit  to  cover  such  fees.  A  general  authorization 
to  charge  all  fees,  or  only  certain  fees,  set  forth  in  §§  1.16  to 
1.18  to  a  deposit  account  containing  sufficient  funds  may  be 
filed  in  an  individual  application,  either  for  the  entire  pendency 
of  the  application  or  with  a  particular  paper  filed.  An  authori- 
zation to  charge  a  fee  to  a  deposit  account  will  not  be 
considered  payment  of  the  fee  on  the  date  the  authorization  to 
charge  the  fee  is  effective  as  to  the  particular  fee  to  be  charged 
unless  sufficient  funds  are  present  in  the  account  to  cover  the 
fee.  An  authorization  to  charge  fees  under  §  1.16  in  an 
application  submitted  under  §  1.494  or  §  1.495  will  be  treated 
as  an  authorization  to  charge  fees  under  §  1.492.  An  authori- 
zation to  charge  fees  set  forth  in  §  1.18  to  a  deposit  account  is 
subject  to  the  provisions  of  §  1.311(b).  An  authorization  to 
charge  to  a  deposit  account  the  fee  for  a  request  for  reexami- 
nation pursuant  to  §  1.510  or  §  1.913  and  any  other  fees 
required  in  a  reexamination  proceeding  in  a  patent  may  also  be 
filed  with  the  request  for  reexamination. 

6.  Section  1.26(c)  is  revised  to  read  as  follows: 
§  1.26  Refunds. 


Authority:  35  U.S.C.  2(b)(2),  unless  otherwise  noted. 

2.  Section  1.4(a)(2)  is  revised  to  read  as  follows: 

§  1.4  Nature  of  correspondence  and  signature  require- 
ments. 


(a) 


*  *  * 


(c)  If  the  Commissioner  decides  not  to  institute  a  reexami- 
nation proceeding,  for  ex  parte  reexaminations  filed  under  § 
1.510,  a  refund  of  $1,690  will  be  made  to  the  reexamination 
requester.  For  inter  partes  reexaminations  filed  under  §  1.913, 
a  refund  of  $7,970  will  be  made  to  the  reexamination  requester 
The  reexamination  requester  should  indicate  the  form  in  which 
any  refund  should  be  made  {e.g.,  by  check,  electronic  funds 
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transfer,  credit  to  a  deposit  account,  etc.)-  Generally,  reexami- 
nation refunds  will  be  issued  in  the  form  that  the  original 
payment  was  provided. 

7.  Section  1.112  is  revised  to  read  as  follows: 

§  1.112  Reconsideration  before  final  action. 

After  reply  by  applicant  or  patent  owner  (§  1.111  or  §  1 .945) 
to  a  non-final  action  and  any  comments  by  an  inter  partes 
reexamination  requester  (§  1.947),  the  application  or  the  patent 
under  reexamination  will  be  reconsidered  and  again  examined. 
The  applicant,  or  in  the  case  of  a  reexamination  proceeding  the 
patent  owner  and  any  third  party  requester,  will  be  notified  if 
claims  are  rejected,  objections  or  requirements  made,  or 
decisions  favorable  to  patentability  are  made,  in  the  same 
manner  as  after  the  first  examination  (§  1.104).  AppUcant  or 
patent  owner  may  reply  to  such  Office  action  in  the  same 
manner  provided  in  §  1.111  or  §  1.945,  with  or  without 
amendment,  unless  such  Office  action  indicates  that  it  is  made 
final  (§  1.113)  or  an  appeal  (§  1.191)  has  been  taken  (§  1.116), 
or  in  an  inter  partes  reexamination,  that  it  is  an  action  closing 
prosecution  (§  1.949)  or  a  right  of  appeal  notice  (§  1.953). 

8.  Section  1.113(a)  is  revised  to  read  as  follows: 

§  1.113  Final  rejection  or  action. 

(a)  On  the  second  or  any  subsequent  examination  or 
consideration  by  the  examiner  the  rejection  or  other  action  may 
be  made  final,  whereupon  applicant's,  or  for  ex  parte  reexami- 
nations filed  under  §  1.510,  patent  owner's  reply  is  limited  to 
appeal  in  the  case  of  rejection  of  any  claim  (§  1.191),  or  to 
amendment  as  specified  in  §  1.114  or  §  1.116.  Petition  may  be 
taken  to  the  Commissioner  in  the  case  of  objections  or 
requirements  not  involved  in  the  rejection  of  any  claim  (§ 
1.181).  Reply  to  a  final  rejection  or  action  must  comply  with  § 
1.114  or  paragraph  (c)  of  this  section.  For  final  actions  in  an 
inter  partes  reexamination  filed  under  §  1.913,  see  §  1.953. 

9.  Sections  1.116(b)  and  (d)  are  revised  to  read  as  follows: 

§  1.116  Amendments  after  final  action,  action  closing 
prosecution,  right  of  appeal  notice,  or  appeal. 


aminations  filed  under  §  1.510  and  inter  partes  reexaminations 
filed  under  §  1.913  must  be  made  in  accordance  with  § 
1.530(d)-(j). 

11.  Sections  1.136(a)(2)  and  (b)  are  revised  to  read  as 
follows: 

§  1.136  Extensions  of  time. 


(a) 


*  *  * 


(2)  The  date  on  which  the  petition  and  the  fee  have  been 
filed  is  the  date  for  purposes  of  determining  the  period  of 
extension  and  the  corresponding  amount  of  the  fee.  The 
expiration  of  the  time  period  is  determined  by  the  amount  of 
the  fee  paid.  A  reply  must  be  filed  prior  to  the  expiration  of  the 
period  of  extension  to  avoid  abandonment  of  the  application  (§ 
1.135),  but  in  no  situation  may  an  applicant  reply  later  than  the 
maximum  time  period  set  by  statute,  or  be  granted  an  extension 
of  time  under  paragraph  (b)  of  this  section  when  the  provisions 
of  this  paragraph  are  available.  See  §  1.136(b)  for  extensions  of 
time  relating  to  proceedings  pursuant  to  §§  1.193(b),  1.194, 
1.196  or  1.197;  §  1.304  for  extensions  of  time  to  appeal  to  the 
U.S.  Court  of  Appeals  for  the  Federal  Circuit  or  to  commence 
a  civil  action;  §  1.550(c)  for  extensions  of  time  in  ex  parte 
reexamination  proceedings;  §  1.956  for  extensions  of  time  in 
inter  partes  reexamination  proceedings;  and  §  1.645  for 
extensions  of  time  in  interference  proceedings. 


(b)  When  a  reply  cannot  be  filed  within  the  time  period  set 
for  such  reply  and  the  provisions  of  paragraph  (a)  of  this 
section  are  not  available,  the  period  for  reply  will  be  extended 
only  for  sufficient  cause  and  for  a  reasonable  time  specified. 
Any  request  for  an  extension  of  time  under  this  paragraph  must 
be  filed  on  or  before  the  day  on  which  such  reply  is  due,  but  the 
mere  filing  of  such  a  request  will  not  affect  any  extension  under 
this  paragraph.  In  no  situation  can  any  extension  carry  the  date 
on  which  reply  is  due  beyond  the  maximum  time  period  set  by 
statute.  See  §  1.304  for  extensions  of  time  to  appeal  to  the  U.S. 
Court  of  Appeals  for  the  Federal  Circuit  or  to  commence  a  civil 
action;  §  1.645  for  extensions  of  time  in  interference  proceed- 
ings; §  1.550(c)  for  extensions  of  time  in  ex  parte  reexamina- 
tion proceedings;  and  §  1.956  for  extensions  of  time  in  inter 
partes  reexamination  proceedings. 


(b)  After  a  final  rejection  or  other  final  action  (§  1.113)  in  an 
application  or  in  an  ex  parte  reexamination  filed  under  §  1.510, 
or  an  action  closing  prosecution  (§  1.949)  in  an  inter  partes 
reexamination  filed  under  §  1.913,  amendments  may  be  made 
canceling  claims  or  complying  with  any  requirement  of  form 
expressly  set  forth  in  a  previous  Office  action.  Amendments 
presenting  rejected  claims  in  better  form  for  consideration  on 
appeal  may  be  admitted.  The  admission  of,  or  refusal  to  admit, 
any  amendment  after  a  final  rejection,  a  final  action,  an  action 
closing  prosecution,  or  any  related  proceedings  will  not 
operate  to  relieve  the  application  or  patent  under  reexamina- 
tion from  its  condition  as  subject  to  appeal  or  to  save  the 
application  from  abandonment  under  §  1.135,  or  the  reexami- 
nation from  termination.  No  amendment  can  be  made  in  an 
inter  partes  reexamination  proceeding  after  the  right  of  appeal 
notice  under  §  1.953  except  as  provided  for  in  paragraph  (d)  of 
this  section. 


(d)  No  amendment  can  be  made  as  a  matter  of  right  in 
appealed  cases.  After  decision  on  appeal,  amendments  can 
only  be  made  as  provided  in  §§  1.198  and  1.981,  or  to  carry 
into  effect  a  recorrmiendation  under  §  1.196  or  §  1.977. 

10.  Section  1.121(i)  is  revised  to  read  as  follows: 

§  1.121  Manner  of  making  amendments. 


(i)  Amendments  in  reexamination  proceedings:  Any  pro- 
posed amendment  to  the  description  and  claims  in  patents 
involved  in  reexamination  proceedings  in  both  ex  parte  reex- 


12.  Sections  1.181(a)  and  (c)  are  revised  to  read  as  follows: 
§  1.181  Petition  to  the  Commissioner. 

(a)  Petition  may  be  taken  to  the  Commissioner: 

(1)  From  any  action  or  requirement  of  any  examiner  in  the 
ex  parte  prosecution  of  an  application,  or  in  the  ex  parte  or 
inter  partes  prosecution  of  a  reexamination  proceeding  which 
is  not  subject  to  appeal  to  the  Board  of  Patent  Appeals  and 
Interferences  or  to  the  court; 

(2)  In  cases  in  which  a  statute  or  the  rules  specify  that  the 
matter  is  to  be  determined  directly  by  or  reviewed  by  the 
Commissioner;  and 

(3)  To  invoke  the  supervisory  authority  of  the  Commissioner 
in  appropriate  circumstances.  For  petitions  in  interferences,  see 
§  1.644. 

(c)  When  a  petition  is  taken  from  an  action  or  requirement 
of  an  examiner  in  the  ex  parte  prosecution  of  an  application,  or 
in  the  ex  parte  or  inter  partes  prosecution  of  a  reexamination 
proceeding,  it  may  be  required  that  there  have  been  a  proper 
request  for  reconsideration  (§  1.111)  and  a  repeated  action  by 
the  examiner.  The  examiner  may  be  directed  by  the  Commis- 
sioner to  furnish  a  written  statement,  within  a  specified  time, 
setting  forth  the  reasons  for  his  or  her  decision  upon  the 
matters  averred  in  the  petition,  supplying  a  copy  to  the 
petitioner. 
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13.  Section  1.191(a)  is  revised  to  read  as  follows: 

§  1.191  Appeal  to  Board  of  Patent  Appeals  and  Interfer- 
ences. 

(a)  Every  applicant  for  a  patent  or  for  reissue  of  a  patent,  and 
every  owner  of  a  patent  under  ex  parte  reexamination  filed 
under  §  1.510  for  a  patent  that  issued  from  an  original 
application  filed  in  the  United  States  before  November  29, 
1999.  any  of  whose  claims  has  been  twice  or  finally  (§  1.113) 
rejected,  may  appeal  from  the  decision  of  the  examiner  to  the 
Board  of  Patent  Appeals  and  Interferences  by  filing  a  notice  of 
appeal  and  the  fee  set  forth  in  §  1.17(b)  within  the  time  period 
provided  under  §§  1.134  and  1.136  for  reply.  Notwithstanding 
the  above,  for  an  ex  parte  reexamination  proceeding  filed 
under  §  1.510  for  a  patent  that  issued  from  an  original 
application  filed  in  the  United  States  on  or  after  November  29, 
1999.  no  appeal  may  be  filed  until  the  claims  have  been  finally 
rejected  (§  1.113).  Appeals  to  the  Board  of  Patent  Appeals  and 
Interferences  in  inter  partes  reexamination  proceedings  filed 
under  §  1.913  are  controlled  by  §§  1.959  through  1.981. 
Sections  1.191  through  1.198  are  not  apphcable  to  appeals  in 
inter  partes  reexamination  proceedings  filed  under  §  1.913. 


14.  Section  1.301  is  revised  to  read  as  follows: 

§  1.301  Appeal  to  U.S.  Court  of  Appeals  for  the  Federal 
Circuit. 


§  1.304  Time  for  appeal  or  civil  action. 

(a)(1)  The  time  for  filing  the  notice  of  appeal  to  the  U.S. 
Court  of  Appeals  for  the  Federal  Circuit  (§  1.302)  or  for 
commencing  a  civil  action  (§  1.303)  is  two  months  from  the 
date  of  the  decision  of  the  Board  of  Patent  Appeals  and 
Interferences.  If  a  request  for  rehearing  or  reconsideration  of 
the  decision  is  filed  within  the  time  period  provided  under  § 
1.197(b),  §  1.658(b),  or  §  1.979(a),  the  time  for  fifing  an  appeal 
or  commencing  a  civil  action  shall  expire  two  months  after 
action  on  the  request.  In  interferences  the  time  for  filing  a 
cross-appeal  or  cross-action  expires: 

(i)  Fourteen  days  after  service  of  the  notice  of  appeal  or  the 
summons  and  complaint;  or 

(ii)  Two  months  after  the  date  of  decision  of  the  Board  of 
Patent  Appeals  and  Interferences,  whichever  is  later. 

(2)  The  time  periods  set  forth  in  this  section  are  not  subject 
to  the  provisions  of  §  1.136,  §  1.550(c),  §  1.956,  or  §  1.645(a) 
or  (b). 

17.  The  section  heading  for  subpart  D  is  revised  to  read  as 
follows: 

Subpart  D — Ex  Parte  Reexamination  of  Patents 

18.  Section  1.501  is  amended  by  revising  paragraph  (a)  to 
read  as  follows: 


Any  applicant  or  any  owner  of  a  patent  involved  in  any  ex 
parte  reexamination  proceeding  filed  under  §  1.510,  dissatis- 
fied with  the  decision  of  the  Board  of  Patent  Appeals  and 
Interferences,  and  any  party  to  an  interference  dissatisfied  with 
the  decision  of  the  Board  of  Patent  Appeals  and  Interferences, 
may  appeal  to  the  U.S.  Court  of  Appeals  for  the  Federal 
Circuit.  The  appellant  must  take  the  following  steps  in  such  an 
appeal:  In  the  U.  S.  Patent  and  Trademark  Office,  file  a  written 
notice  of  appeal  directed  to  the  Commissioner  (see  §§  1.302 
and  1.304);  and  in  the  Court,  file  a  copy  of  the  notice  of  appeal 
and  pay  the  fee  for  appeal  as  provided  by  the  rules  of  the  Court. 
For  inter  partes  reexamination  proceedings  filed  under  § 
1.913,  §  1.983  is  controlling. 

15.  Section  1.303  is  amended  by  revising  paragraphs  (a)  and 
(b)  and  by  adding  a  new  paragraph  (d)  to  read  as  follows: 

§  1.303  Civil  action  under  35  U.S.C.  145,  146,  306. 

(a)  Any  applicant  or  any  owner  of  a  patent  involved  in  an  ex 
parte  reexamination  proceeding  filed  under  §  1.510  for  a  patent 
that  issues  from  an  original  application  filed  in  the  United 
States  before  November  29,  1999,  dissatisfied  with  the  deci- 
sion of  the  Board  of  Patent  Appeals  and  Interferences,  and  any 
party  to  an  interference  dissatisfied  with  the  decision  of  the 
Board  of  Patent  Appeals  and  Interferences  may,  instead  of 
appealing  to  the  U.S.  Court  of  Appeals  for  the  Federal  Circuit 
(§  1.301),  have  remedy  by  civil  action  under  35  U.S.C.  145  or 
146,  as  appropriate.  Such  civil  action  must  be  commenced 
within  the  time  specified  in  §  1.304. 

(b)  If  an  applicant  in  an  ex  parte  case  or  an  owner  of  a  patent 
involved  in  an  ex  parte  reexamination  proceeding  filed  under  § 
1.510  for  a  patent  that  issues  from  an  original  application  filed 
in  the  United  States  before  November  29,  1999,  has  taken  an 
appeal  to  the  U.S.  Court  of  Appeals  for  the  Federal  Circuit,  he 
or  she  thereby  waives  his  or  her  right  to  proceed  under  35 
U.S.C.  145. 

***** 

(d)  For  an  ex  parte  reexamination  proceeding  filed  under  § 
1.510  for  a  patent  that  issues  from  an  original  application  filed 
in  the  United  States  on  or  after  November  29,  1999,  and  for  an 
inter  partes  reexamination  proceeding  filed  under  §  1.913,  no 
remedy  by  civil  action  under  35  U.S.C.  145  is  available. 

16.  Sections  1.304(a)(1)  and  (a)(2)  are  revised  to  read  as 
follows: 


§  1.501  Citation  of  prior  art  in  patent  liles. 

(a)  At  any  time  during  the  period  of  enforceability  of  a 
patent,  any  person  may  cite,  to  the  Office  in  writing,  prior  art 
consisting  of  patents  or  printed  publications  which  that  person 
states  to  be  pertinent  and  applicable  to  the  patent  and  believes 
to  have  a  bearing  on  the  patentability  of  any  claim  of  the 
patent.  If  the  citation  is  made  by  the  patent  owner,  the 
explanation  of  pertinency  and  applicability  may  include  an 
explanation  of  how  the  claims  differ  from  the  prior  art.  Such 
citations  shall  be  entered  in  the  patent  file  except  as  set  forth  in 
§§  1.502  and  1.902. 

19.  New  §  1.502  is  added  to  read  as  follows: 

§  1.502  Processing  of  prior  art  citations  during  an  ex  parte 
reexamination  proceeding. 

Citations  by  the  patent  owner  under  §  1.555  and  by  an  ex 
parte  reexamination  requester  under  either  §  1.510  or  §  1.535 
will  be  entered  in  the  reexamination  file  during  a  reexamina- 
tion proceeding.  The  entry  in  the  patent  file  of  citations 
submitted  after  the  date  of  an  order  to  reexamine  pursuant  to  § 
1.525  by  persons  other  than  the  patent  owner,  or  an  ex  parte 
reexamination  requester  under  either  §  1.510  or  §  1.535,  will 
be  delayed  until  the  reexamination  proceeding  has  been 
terminated.  See  §  1.902  for  processing  of  prior  art  citations  in 
patent  and  reexamination  files  during  an  inter  partes  reexami- 
nation proceeding  filed  under  §  1.913. 

20.  The  undesignated  center  heading  immediately  preceding 
§  1.510  is  revised  as  follows: 

Request  for  Ex  Parte  Reexamination 

21.  Section  1.510  is  amended  by  revising  its  heading  and 
paragraph  (a)  to  read  as  follows: 

§  1.510  Request  for  ex  parte  reexamination. 

(a)  Any  person  may,  at  any  time  during  the  period  of 
enforceability  of  a  patent,  file  a  request  for  an  ex  parte 
reexamination  by  the  Office  of  any  claim  of  the  patent  on  the 
basis  of  prior  art  patents  or  printed  publications  cited  under  § 
1.501.  The  request  must  be  accompanied  by  the  fee  for 
requesting  reexamination  set  in  §  1.20(c)(1). 
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22.  Section  1.515  is  amended  by  revising  its  heading  and  the 
text  to  read  as  follows: 

§  1.515  Determination  of  the  request  for  ex  parte  reexami- 
nation. 

(a)  Within  three  months  following  the  filing  date  of  a  request 
for  an  ex  parte  reexamination,  an  examiner  will  consider  the 
request  and  determine  whether  or  not  a  substantial  new 
question  of  patentability  affecting  any  claim  of  the  patent  is 
raised  by  the  request  and  the  prior  art  cited  therein,  with  or 
without  consideration  of  other  patents  or  printed  publications. 
The  examiner's  determination  will  be  based  on  the  claims  in 
effect  at  the  time  of  the  determination,  will  become  a  part  of 
the  official  file  of  the  patent,  and  will  be  mailed  to  the  patent 
owner  at  the  address  as  provided  for  in  §  1.33(c)  and  to  the 
person  requesting  reexamination. 

(b)  Where  no  substantial  new  question  of  patentability  has 
been  found,  a  refund  of  a  portion  of  the  fee  for  requesting  ex 
parte  reexamination  will  be  made  to  the  requester  in  accor- 
dance with  §  1.26(c). 

(c)  The  requester  may  seek  review  by  a  petition  to  the 
Commissioner  under  §  1.181  within  one  month  of  the  maiUng 
date  of  the  examiner's  determination  refusing  ex  parte  reex- 
amination. Any  such  petition  must  comply  with  §  1.181(b).  If 
no  petition  is  timely  filed  or  if  the  decision  on  petition  affirms 
that  no  substantial  new  question  of  patentability  has  been 
raised,  the  determination  shall  be  final  and  nonappealable. 

23.  Section  1.520  is  amended  by  revising  its  heading  and  the 
text  to  read  as  follows: 

§  1.520  Ex  parte  reexamination  at  the  initiative  of  the 
Commissioner. 

The  Commissioner,  at  any  time  during  the  period  of  enforce- 
ability of  a  patent,  may  determine  whether  or  not  a  substantial 
new  question  of  patentability  is  raised  by  patents  or  printed 
publications  which  have  been  discovered  by  the  Commissioner 
or  which  have  been  brought  to  the  Commissioner's  attention, 
even  though  no  request  for  reexamination  has  been  filed  in 
accordance  with  §  1.510  or  §  1.913.  The  Commissioner  may 
initiate  ex  parte  reexamination  without  a  request  for  reexami- 
nation pursuant  to§  1.510  or  §  1.913.  Normally  requests  from 
outside  the  Office  that  the  Commissioner  undertake  reexami- 
nation on  his  own  initiative  will  not  be  considered.  Any 
determination  to  initiate  ex  parte  reexamination  under  this 
section  will  become  a  part  of  the  official  file  of  the  patent  and 
will  be  mailed  to  the  patent  owner  at  the  address  as  provided 
for  in  §  1.33(c). 

24.  The  undesignated  center  heading  following  §  1.520  is 
revised  to  read  as  follows: 

Ex  Parte  Reexamination 

25.  Section  1.525  is  amended  by  revising  its  heading  and  the 
text  of  paragraphs  (a)  and  (b)  to  read  as  follows: 

§  1.525  Order  for  ex  parte  reexamination. 

(a)  If  a  substantial  new  question  of  patentability  is  found 
pursuant  to  §  1.515  or  §  1.520,  the  determination  will  include 
an  order  for  ex  parte  reexamination  of  the  patent  for  resolution 
of  the  question.  If  the  order  for  ex  parte  reexamination  resulted 
from  a  petition  pursuant  to  §  1.515(c),  the  ex  parte  reexami- 
nation will  ordinarily  be  conducted  by  an  examiner  other  than 
the  examiner  responsible  for  the  initial  determination  under  § 
1.515(a). 

(b)  The  notice  pubUshed  in  the  Official  Gazette  under  § 
1.11(c)  will  be  considered  to  be  constructive  notice  and  ex 
parte  reexamination  will  proceed. 

26.  Section  1.530  is  amended  by  revising  its  heading  and 
paragraphs  (a),  (b),  (c),  (d)  introductory  text,  and  (I)  to  read  as 
follows: 

§  1.530  Statement  by  patent  owner  in  ex  parte  reexamina- 
tion; amendment  by  patent  owner  in  ex  parte  or  inter  partes 
reexamination;  inventorship  change  in  ex  parte  or  inter 
partes  reexamination. 

(a)  Except  as  provided  in  §  1.510(e),  no  statement  or  other 
response  by  the  patent  owner  in  an  ex  parte  reexamination 


proceeding  shall  be  filed  prior  to  the  determinations  made  in 
accordance  with  §  1.515  or  §  1.520.  If  a  premature  statement 
or  other  response  is  filed  by  the  patent  owner,  it  will  not  be 
acknowledged  or  considered  in  making  the  determination. 

(b)  The  order  for  ex  parte  reexamination  will  set  a  period  of 
not  less  than  two  months  from  the  date  of  the  order  within 
which  the  patent  owner  may  file  a  statement  on  the  new 
question  of  patentability,  including  any  proposed  amendments 
the  patent  owner  wishes  to  make. 

(c)  Any  statement  filed  by  the  patent  owner  shall  clearly 
point  out  why  the  subject  matter  as  claimed  is  not  anticipated 
or  rendered  obvious  by  the  prior  art  patents  or  printed 
publications,  either  alone  or  in  any  reasonable  combinations. 
Where  the  reexamination  request  was  filed  by  a  third  party 
requester,  any  statement  filed  by  the  patent  owner  must  be 
served  upon  the  ex  parte  reexamination  requester  in  accor- 
dance with  §  1.248. 

(d)  Making  amendments  in  a  reexamination  proceeding.  A 
proposed  amendment  in  an  ex  parte  or  an  inter  partes 
reexamination  proceeding  is  made  by  filing  a  paper  directing 
that  proposed  specified  changes  be  made  to  the  patent  speci- 
fication, including  the  claims,  or  to  the  drawings.  An  amend- 
ment paper  directing  that  proposed  specified  changes  be  made 
in  a  reexamination  proceeding  may  be  submitted  as  an  accom- 
paniment to  a  request  filed  by  the  patent  owner  in  accordance 
with  §  1.510(e),  as  part  of  a  patent  owner  statement  in 
accordance  with  paragraph  (b)  of  this  section,  or,  where 
permitted,  during  the  prosecution  of  the  reexamination  pro- 
ceeding pursuant  to  §  1.550(a)  or  §  1.937. 


(I)  Correction  of  inventorship  in  an  ex  parte  or  inter  partes 
reexamination  proceeding. 

(1)  When  it  appears  in  a  patent  being  reexamined  that  the 
correct  inventor  or  inventors  were  not  named  through  error 
without  deceptive  intention  on  the  part  of  the  actual  inventor  or 
inventors,  the  Commissioner  may,  on  petition  of  all  the  parties 
set  forth  in  §  1.324(b)(l)-(3),  including  the  assignees,  and 
satisfactory  proof  of  the  facts  and  payment  of  the  fee  set  forth 
in  §  1.20(b),  or  on  order  of  a  court  before  which  such  matter  is 
called  in  question,  include  in  the  reexamination  certificate  to  be 
issued  under  §  1.570  or  §  1.977  an  amendment  naming  only 
the  actual  inventor  or  inventors.  The  petition  must  be  submit- 
ted as  part  of  the  reexamination  proceeding  and  must  satisfy 
the  requirements  of  §  1.324. 

(2)  Notwithstanding  the  preceding  paragraph  (1)(1)  of  this 
section,  if  a  petition  to  correct  inventorship  satisfying  the 
requirements  of  §  1.324  is  filed  in  a  reexamination  proceeding, 
and  the  reexamination  proceeding  is  terminated  other  than  by 
a  reexamination  certificate  under  §  1.570  or  §  1.977,  a 
certificate  of  correction  indicating  the  change  of  inventorship 
stated  in  the  petition  will  be  issued  upon  request  by  the 
patentee. 

27.  Section  1.535  is  revised  to  read  as  follows: 

§  1.535  Reply  by  third  party  requester  in  ex  parte  reexami- 
nation. 

A  reply  to  the  patent  owner's  statement  under  §  1.530  may 
be  filed  by  the  ex  parte  reexamination  requester  within  two 
months  from  the  date  of  service  of  the  patent  owner's 
statement.  Any  reply  by  the  ex  parte  requester  must  be  served 
upon  the  patent  owner  in  accordance  with  §  1.248.  If  the  patent 
owner  does  not  file  a  statement  under  §  1.530,  no  reply  or  other 
submission  from  the  ex  parte  reexamination  requester  will  be 
considered. 

28.  Section  1.540  is  revised  to  read  as  follows: 

§  1.540  Consideration  of  responses  in  ex  parte  reexamina- 
tion. 

The  failure  to  timely  file  or  serve  the  documents  set  forth  in 
§  1.530  or  in  §  1.535  may  resuk  in  their  being  refused 
consideration.  No  submissions  other  than  the  statement  pursu- 
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ant  to  §  1.530  and  the  reply  by  the  ex  parte  reexamination 
requester  pursuant  to  §  1.535  will  be  considered  prior  to 
examination. 

29.  Section  1.550  is  revised  to  read  as  follows: 

§  1.550  Conduct  of  ex  parte  reexamination  proceedings. 

(a)  All  ex  parte  reexamination  proceedings,  including  any 
appeals  to  the  Board  of  Patent  Appeals  and  Interferences,  will 
be  conducted  with  special  dispatch  within  the  Office.  After 
issuance  of  the  ex  parte  reexamination  order  and  expiration  of 
the  time  for  submitting  any  responses,  the  examination  will  be 
conducted  in  accordance  with  §§  1.104  through  1.116  and  will 
result  in  the  issuance  of  an  ex  parte  reexamination  certificate 
under  §  1.570. 

(b)  The  patent  owner  in  an  ex  parte  reexamination  proceed- 
ing will  be  given  at  least  thirty  days  to  respond  to  any  Office 
action.  In  response  to  any  rejection,  such  response  may  include 
further  statements  and/or  proposed  amendments  or  new  claims 
to  place  the  patent  in  a  condition  where  all  claims,  if  amended 
as  proposed,  would  be  patentable. 

(c)  The  time  for  taking  any  action  by  a  patent  owner  in  an  ex 
parte  reexamination  proceeding  will  be  extended  only  for 
sufficient  cause  and  for  a  reasonable  time  specified.  Any 
request  for  such  extension  must  be  filed  on  or  before  the  day  on 
which  action  by  the  patent  owner  is  due,  but  in  no  case  will  the 
mere  filing  of  a  request  effect  any  extension.  See  §  1.304(a)  for 
extensions  of  time  for  fifing  a  notice  of  appeal  to  the  U.  S. 
Court  of  Appeals  for  the  Federal  Circuit  or  for  commencing  a 
civil  action. 

(d)  If  the  patent  owner  fails  to  file  a  timely  and  appropriate 
response  to  any  Office  action  or  any  written  statement  of  an 
interview  required  under  §  1.560(b),  the  ex  parte  reexamina- 
tion proceeding  will  be  terminated,  and  the  Commissioner  will 
proceed  to  issue  a  certificate  under  §  1.570  in  accordance  with 
the  last  action  of  the  Office. 

(e)  If  a  response  by  the  patent  owner  is  not  timely  filed  in  the 
Office, 

(1)  The  delay  in  filing  such  response  may  be  excused  if  it  is 
shown  to  the  satisfaction  of  the  Commissioner  that  the  delay 
was  unavoidable;  a  petition  to  accept  an  unavoidably  delayed 
response  must  be  filed  in  compliance  with  §  1.137(a);  or 

(2)  The  response  may  nevertheless  be  accepted  if  the  delay 
was  unintentional;  a  petition  to  accept  an  unintentionally 
delayed  response  must  be  filed  in  compfiance  with  §  1.137(b). 

(f)  The  reexamination  requester  will  be  sent  copies  of  Office 
actions  issued  during  the  ex  parte  reexamination  proceeding. 
After  filing  of  a  request  for  ex  parte  reexamination  by  a  third 
party  requester,  any  document  filed  by  either  the  patent  owner 

New  §  1.933  covers  the  duty  of  disclosure  by  a  patent  owner 
in  an  inter  partes  reexamination  proceeding.  The  rule  provides 
that  the  patent  owner's  duty  in  an  inter  partes  reexamination 
proceeding  is  the  same  as  the  duty  in  an  ex  parte  reexamination 
proceeding  set  forth  in  §  1.555(a)  and  (b),  and  is  satisfied  by 
filing  a  paper  in  compliance  with  §  1.555(a)  and  (b).  In 
addition,  §  1.933(b)  is  being  amended  to  preclude  the  examiner 
from  independently  raising  and  noting  issues  relating  to  patent 
owner's  compliance  with  its  duty  of  disclosure.  In  this  regard, 
§  1.933(b)  is  being  amended  by  changing  the  phrase  "If 
questions  of  compliance  with  this  section  are  discovered 
during  a  reexamination  proceeding,  *  *  *"  to  now  read  "If 
questions  of  compliance  with  this  section  are  raised  by  the 
patent  owner  or  third  party  requester  during  a  reexamination 
proceeding,  *  *  *"  It  would  not  be  appropriate  for  the 
examiner  sua  sponte  to  raise  issues  directed  to  the  issue  of 
patent  owner's  compliance  with  its  duty  of  disclosure  which 
may  not  be  resolved  in  the  reexamination.  No  comment  was 
received  on  this  section.  It  is  adopted  as  amended. 

New  §  1.935  provides  that  the  initial  Office  action  on  the 
merits  will  usually  accompany  the  inter  partes  reexamination 
order.  When  reexamination  is  ordered,  the  initial  paper  from 
the  examiner  will  normally  comprise  two  parts.  The  first  part 
will  address  the  issue  as  to  whether  the  cited  art  raises  a 
substantial  new  question  of  patentability  (SNQ).  If  the  exam- 


iner determines  that  the  prior  art  does  raise  an  SNQ,  reexami- 
nation will  be  ordered.  In  this  situation,  a  second  part  of  the 
initial  Office  action  would  usually  be  issued,  which  would 
address  the  patentability  issues  and  will  constitute  the  first 
Office  action  on  the  merits.  If  the  examiner  determines  that  the 
cited  art  does  not  raise  an  SNQ,  reexamination  is  denied.  No 
patentability  question  would  be  addressed  by  the  examiner. 
One  comment  was  received  directed  to  this  section.  (This 
comment  was  also  addressed  to  §  1.945  relating  to  patent 
owner's  response  to  Office  actions.  The  discussion  below 
relates  to  both  §§  1.935  and  1.945.) 

Comment:  The  comment  notes  that  if  the  examiner  refuses 
to  adopt  a  ground  of  rejection  proposed  by  the  third  party,  the 
patent  owner  is  not  required  to  address  this  issue  prior  to  the 
appeal  stage.  Consequently,  if  the  refusal  to  adopt  the  ground 
of  rejection  is  reversed  on  appeal  to  the  Board  of  Patent 
Appeals  and  Interferences  (Board),  at  that  time  the  patent 
owner  is  given  an  opportunity  to  amend  the  claim.  The 
comment  suggests  that,  prior  to  the  appeal  stage,  the  patent 
owner  should  be  required  to  respond  to  all  of  the  issues  raised 
by  the  requester.  The  comment  points  out  that  if  this  suggestion 
is  implemented,  the  opportunity  for  amendment  after  the  Board 
decision  and  the  need  for  remand  would  then  become  unnec- 
essary, even  if  the  Board  adopts  any  ground  proposed  by  the 
third  party  requester. 

Response  to  Comment:  The  patent  owner  has  no  legal 
compulsion  to  amend  a  claim  based  solely  on  a  ground  of 
rejection  raised  by  the  third  party  requester.  Only  after  the 
ground  of  rejection  is  adopted  by  the  examiner  or  the  Board  of 
Patent  Appeals  and  Interferences  must  the  patent  owner 
consider  amending  the  claim.  The  comment  is  not  adopted,  and 
§  1.935  is  adopted  as  proposed.  {See  discussion  of  §  1.945.) 
New  §  1.937  covers  the  basic  items  relating  to  the  conduct  of 
inter  partes  reexamination  proceedings.  Section  1.937(a)  pro- 
vides that,  in  accordance  with  35  U.S.C.  314(c),  unless 
otherwise  provided  by  the  Commissioner  for  good  cause,  all 
inter  partes  reexamination  proceedings  will  be  conducted  with 
special  dispatch.  Section  1.937(b)  provides  that  all  inter  partes 
reexamination  proceedings  will  be  conducted  according  to  the 
procedures  established  for  initial  examination  under  §§  1.104- 
1.116.  These  proceedings  will  generally  follow  the  procedures 
for  examining  patent  applications.  Section  1.937(c)  provides 
that  all  communications  between  the  Office  and  the  parties  to 
the  inter  partes  reexamination  which  are  directed  to  the  merits 
of  the  proceeding  must  be  in  writing  and  filed  with  the  Office 
for  entry  into  the  record  of  the  proceeding.  No  comment  was 
received  on  this  section.  It  is  adopted  as  proposed. 

New  §  1 .939  provides  for  the  return  of  unauthorized  papers 
filed  in  an  inter  partes  reexamination,  and  provides  that,  unless 
otherwise  authorized,  no  paper  shall  be  filed,  by  any  party,  in 
an  inter  partes  reexamination  before  the  initial  Office  action  on 
the  merits.  No  comment  was  received  on  this  section.  It  is 
adopted  as  proposed. 

New  §  1.941  provides  that  amendments  made  by  the  patent 
owner  in  an  inter  partes  reexamination  must  be  made  in 
accordance  with  the  requirements  of  §§  1.530(d)-(k)  and 
1.943.  No  comment  was  received  on  this  section.  It  is  adopted 
as  proposed. 

New  §  1.943(a)  provides  that  the  form  of  responses,  briefs, 
appendices,  and  other  papers  must  be  in  accordance  with  § 
1.52.  Section  1.943(b)  establishes  page  limits  for  responses  by 
the  patent  owner  and  written  comments  by  the  third  party 
requester  (other  than  briefs).  Amendments,  appendices  of 
claims,  and  reference  materials  such  as  prior  art  references 
would  not  be  included  in  the  page  count.  Section  1.943(c) 
provides  for  page  limits  and  total  word  limits  for  briefs.  No 
comment  was  received  on  this  section.  It  is  adopted  as 
proposed. 

New  §  1.945  provides  that  a  patent  owner  will  be  given  at 
least  30  days  to  respond  to  any  Office  action  on  the  merits. 
While  the  Office  ordinarily  intends  to  set  a  two-month  period 
for  the  patent  owner  to  respond  to  an  Office  action  on  the 
merits,  the  minimum  period  set  will  always  be  at  least  30  days. 
One  comment  was  received  directed  to  this  section.  This 
comment  was  also  addressed  to  §  1 .935  relating  to  the  patent 
owner's  response  to  the  initial  Office  action.  The  comment  is 
not  adopted,  and  §  1.945  is  adopted  as  proposed. 


1280  OG  132 
(90) 


OFFICIAL  GAZETTE 


March  2,  2004 


New  §  1 .947  provides  that  each  time  a  patent  owner  files  a 
response  to  any  OfiBce  action  on  the  merits,  the  third  party 
requester  may  once  file  written  comments  if  those  comments 
are  received  in  the  Ofiice  within  a  period  of  30  days  from  the 
date  of  service  of  the  patent  owner's  response.  Since  35  U.S.C. 
314(b)(3)  statutorily  imposes  this  period  for  third  party  re- 
quester comments,  this  time  period  cannot  be  extended.  Thus, 
any  third  party  comments  received  in  the  Office  after  expira- 
tion of  30  days  from  the  date  of  service  of  the  patent  owner's 
response  shall  be  considered  to  be  untimely  and  unauthorized, 
and  thus  will  be  returned  to  the  third  party  in  accordance  with 
§  1.939.  Three  comments  were  received  directed  to  this 
section. 

Comments:  The  first  and  second  coimnents  suggest  that  it 
will  be  difficult  for  a  foreign  third  party  requester  to  timely 
comment  within  a  period  of  30  days  from  the  date  of  service  of 
the  patent  owner's  response.  The  first  comment  suggests  that  a 
third  party  comment  period  of  60  days  should  be  set.  The 
second  comment  suggests  that  some  way  should  be  devised  for 
receiving  a  substantial  extension  to  the  30-day  period. 

The  third  comment  suggests  that  it  is  unfair  for  the  patent 
owner  to  not  be  able  to  respond  to  the  third  party  comments 
and  thereby  have  the  last  word.  The  comment  suggests  that  the 
patent  owner  should  have  the  right  of  last  comment. 

Response  to  Comments:  As  to  the  first  comment,  the  statute 
(35  U.S.C.  314(b)(3))  specifically  requires  that  the  third  party 
requester  comments  be  received  by  the  Office  within  30  days 
after  the  date  of  service  of  the  patent  owner's  response  to  an 
Office  action.  The  rules  cannot  provide  a  period  for  comments 
that  would  give  the  third  party  more  time  to  comment  than  that 
explicitly  stated  in  the  statute. 

As  to  the  second  comment,  because  the  statute  specifically 
requires  that  third  party  requester  comments  be  received  by  the 
Office  within  30  days  after  the  date  of  service  of  a  patent 
owner's  response  to  the  Office  action,  the  rules  cannot  extend 
the  period  for  comments  in  order  to  give  the  third  party  more 
time  in  which  to  file  the  written  comments.  The  Office 
recognizes  the  shortness  of  this  time  period.  While  no  relief 
can  be  granted  by  enlarging  or  extending  the  statutory  30-day 
period,  a  measure  of  relief  has  been  granted  to  the  third  party 
requester  in  that  the  rule  is  being  amended  to  provide  that  the 
date  of  Office  "receipt' '  of  third  party  requester  comments  will 
be  construed  to  be  the  date  of  mailing  if  the  provisions  of  §  1.8 
are  complied  with  when  submitting  the  written  comments. 

As  to  the  third  comment,  providing  the  patent  owner  with  an 
opportunity  to  reply  to  third  party  comments  would  unduly 
prolong  the  pendency  of  the  proceeding,  contrary  to  the 
"special  dispatch"  required  by  35  U.S.C.  314(c).  It  should  also 
be  noted  that  an  owner  response  to  the  third  party  comments 
could  be  considered  a  (supplemental)  patent  owner  response  to 
the  Office  action  which  would  trigger  a  further  right  to  third 
party  comment  under  35  U.S.C.  316(b)(3)  and  thus  create  an 
endless  cycle.  The  comments  are  not  adopted.  The  rule  is 
adopted  as  proposed,  but  amended  as  indicated  above. 

New  §  1.948  provides  that  third  party  requester  prior  art 
submissions  as  defined  under  §  1.501  may  be  filed  after  the 
inter  partes  reexamination  order  only  if  they  are  submitted  as 
part  of  a  comments  submission  under  §§  1.947  or  1.951(b),  and 
are  hmited  to:  (1)  Prior  art  necessary  to  rebut  a  finding  of  fact 
made  by  the  examiner;  (2)  prior  art  necessary  to  rebut  a 
position  taken  by  the  patent  owner  in  a  response;  or  (3)  prior 
art  which  for  the  first  time  became  known  or  available  to  the 
third  party  requester  after  the  fifing  of  the  inter  partes  request 
for  reexamination  where  a  discussion  of  the  pertinency  of  each 
reference  to  the  patentability  of  at  least  one  claim  is  included. 
Limiting  later  filed  prior  art  submissions  to  newly  discovered 
or  newly  available  prior  art  (except  when  used  for  rebuttal 
purposes)  will  encourage  the  third  party  requester  to  submit  all 
known  pertinent  prior  art  along  with  the  initial  request  for  inter 
partes  reexamination.  Later  submission  of  previously  known 
or  available  prior  art  would  only  be  permissible  to  rebut  a 
position  taken  by  the  examiner  or  the  patent  owner,  or  through 
the  fifing  of  an  ex  parte  reexamination  request  which,  if 
ordered,  would  be  merged  with  the  inter  partes  reexamination 
proceeding. 

Permitting  the  third  party  requester  to  timely  submit  newly 
discovered  or  previously  unavailable  prior  art  during  the  inter 
partes  reexamination  proceeding  will  obviate  the  need  for  the 


third  party  requester  to  file  an  ex  parte  request  for  reexamina- 
tion. To  prevent  harassment  of  the  patent  owner  due  to  frequent 
submissions  of  prior  art  citations  during  a  reexamination 
proceeding,  such  submissions  may  only  be  filed  together  with 
written  comments  by  the  third  party  requester  in  response  to  a 
patent  owner  response  to  an  Office  action  on  the  merits,  or  after 
an  action  closing  prosecution.  No  comment  was  received  on 
this  section.  The  conjunction  "and"  has  been  replaced  by  "or" 
in  the  recitation  "§§  1.947,  1.951(a),  or  1.951(d)"  for  gram- 
matical clarity.  The  reference  to  §  1.951(a)  has  been  deleted 
and  §  1.951(d)  has  been  changed  to  §  1.951(b)  to  reflect  the 
changes  made  to  §  1.951  pursuant  to  the  comments.  The 
section  is  adopted  as  amended. 

New  §  1.949  provides  for  the  close  of  prosecution  on  the 
second  or  subsequent  Office  action  which  precedes  a  final 
action,  a  final  rejection  and/or  a  final  decision  favorable  to 
patentability.  The  distinction  between  a  final  action  and  an 
action  closing  prosecution  is  important,  since  appeal  rights  to 
the  Board  of  Patent  Appeals  and  Interferences  under  35  U.S.C. 
134  (b)  and  (c)  mature  only  with  a  final  action.  One  comment 
was  received  directed  to  this  section. 


Comment:  The  comment  suggests  that  the  examiner  should 
be  precluded  from  closing  prosecution  whenever  a  new  ground 
of  rejection  is  made,  irrespective  of  whether  a  prior  amend- 
ment made  the  new  ground  necessary.  The  coimnent  argues 
that  a  reexamination  is  different  from  an  application  where  the 
applicant  is  permitted  to  refile  the  application  and  introduce 
new  claims,  evidence  and  argument,  because  the  patent  owner 
in  a  reexamination  carmot  abandon  the  reexamination  and  file 
a  continuing  proceeding. 

Response  to  Comment:  The  third  party  request  for  reexami- 
nation sets  forth  the  grounds  of  rejections  raised  by  the  third 
party  requester.  The  initial  Office  action  on  the  merits  ad- 
dresses the  grounds  and  arguments  raised  in  the  request,  and 
sets  forth  the  examiner's  grounds  of  rejection  including  those 
raised  by  the  third  party  requester  and  those  raised  by  the 
examiner.  The  Office  action  also  includes  the  examiner's 
reasons  for  not  adopting  other  grounds  of  rejection  proposed 
by  the  third  party  requester.  Patent  owner  may  consider  and 
respond  to  the  initial  Office  action,  and  provide  amended 
claims  ranging  from  the  broadest  claim  patent  owner  considers 
to  be  patentable  over  the  prior  art  to  the  nartowest  claim  patent 
owner  is  wiUing  to  accept.  Thus,  prior  to  the  close  of 
prosecution,  the  issues  are  well  developed,  patent  owner  is 
aware  of  the  issues  and  positions  of  the  third  party  requester 
and  the  examiner,  and  patent  owner  has  the  right  to  present 
evidence  and  argument  in  light  of  the  third  party  arguments 
and  the  examiner's  rejections  and  to  present  amended  claims. 
While  patent  owner  may  not  refile  a  reexamination  after  the 
close  of  prosecution  and  "start  over"  as  can  be  done  in  a 
regular  application  after  a  final  rejection,  the  reexamination 
rules  do  not  leave  the  patent  owner  without  any  relief  at  this 
stage  of  the  proceeding.  In  this  regard,  after  the  close  of 
prosecution  the  patent  owner  may  file  comments  and/or 
amendments  under  §  1.951  which  will  be  governed  by  the 
standards  of  §  1.116.  Under  §  1.116(c),  amendments  may  be 
admitted  upon  a  showing  of  good  and  sufficient  reasons  why 
they  are  necessary  and  were  not  earfier  presented.  This  strikes 
a  balance  between  timely  presenting  amendments  and  provid- 
ing relief  when  warranted.  It  also  provides  for  an  orderly  and 
timely  proceeding  under  the  special  dispatch  requirement  of 
the  statute.  In  addition,  the  statute  does  not  preclude  the  patent 
owner  from  filing  an  ex  parte  request  for  reexamination  with 
amended  claims  and/or  new  evidence.  Once  ordered,  the 
reexamination  proceedings  would  be  merged,  and  the  newly 
submitted  material  would  be  addressed  in  the  merged  proceed- 
ing. The  comment  is  not  adopted,  and  the  section  is  adopted  as 
proposed. 

New  §  1.951  sets  forth  the  options  available  to  the  parties 
after  an  Office  action  closing  prosecution.  Under  §  1.951(a), 
the  patent  owner  may  once  file  comments  limited  to  issues 
raised  in  the  action  closing  prosecution,  which  comments  may 
also  include  proposed  amendments  (subject  to  the  criteria  of  § 
1.116  as  to  whether  or  not  the  amendments  shall  be  admitted). 
Under  §  1.951(b),  when  the  patent  owner  does  file  comments, 
the  third  party  requester  may  once  file  comments  in  response  to 
the  patent  owner's  comments.  One  comment  was  received 
directed  to  this  section. 
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Comment:  Section  1.951  as  proposed  in  the  Notice  of 
Proposed  Rulemaking  included  subsections  (a)-(d).  Proposed 
subsection  (a)  permitted  the  third  party  requester  to  once  file 
comments  limited  to  issues  raised  in  the  action  closing 
prosecution.  Proposed  subsection  (b)  permitted  the  patent 
owner  to  once  file  comments  in  response  to  the  third  party 
requester's  comments.  Simultaneously  to  the  filing  of  these 
submissions,  proposed  subsection  (c)  permitted  the  patent 
owner  to  once  file  comments  limited  to  issues  raised  in  the 
action  closing  prosecution,  and  proposed  subsection  (d)  per- 
mitted the  third  party  requester  to  once  file  comments  in 
response  to  the  patent  owner's  comments.  The  comment 
suggests  that  the  comments  filed  by  the  third  party  requester 
under  proposed  §  1 .95 1(a)  after  the  close  of  prosecution  do  not 
comply  with  the  statute  because  they  are  not  filed  in  reply  to  a 
patent  owner's  response  to  an  Office  action  on  the  merits.  The 
comment  asserts  that  such  "direct"  requester  comments  are 
not  consistent  with  the  statute  as  the  statute  makes  it  clear  that 
the  third  party  requester's  right  to  comment  only  matures  with 
the  filing  of  a  patent  owner  response  to  an  Office  action  on  the 
merits,  and  nowhere  in  the  statute  does  it  permit  third  party 
requester  comments  without  there  first  being  a  patent  owner 
response. 

Response  to  Comment:  The  comment  has  been  adopted. 
Proposed  subsection  (a)  which  permitted  the  third  party 
requester  to  once  file  comments  limited  to  issues  raised  in  the 
action  closing  prosecution,  and  proposed  subsection  (b)  which 
permitted  the  patent  owner  to  once  file  comments  in  response 
to  the  third  party  requester  comments  have  been  deleted. 
Proposed  subsections  (c)  and  (d)  have  been  re-named  (a)  and 
(b),  respectively.  The  purpose  of  proposed  subsections  (a)  and 
(b)  was  to  provide  the  third  party  requester  an  opportunity  to 
better  focus  the  issues  prior  to  filing  an  appeal.  Such  issues 
may  now  be  addressed  by  the  requester  after  appeal  in  the 
appellant  brief  which,  if  persuasive,  will  result  in  the  examiner 
adopting  requester's  arguments  and  reopening  prosecution,  if 
appropriate.  While  waiting  until  after  appeal  to  permit  "direct" 
third  party  requester  arguments  may  result  in  protracting  the 
proceeding,  such  direct  third  party  input  is  consistent  with  the 
statute  which  permits  the  third  party  requester  to  appeal  any 
final  decision  favorable  to  patentability,  and  be  a  party  to  any 
appeal  taken  by  the  patent  owner  to  the  Board  of  Patent 
Appeals  and  Interferences.  35  U.S.C.  315(a)  and  (b).  The 
comment  is  adopted  as  amended. 

New  §  1.953  provides  for  issuance  of  a  right  of  appeal 
notice.  Section  1.953(a)  provides  that,  following  the  responses 
or  expiration  of  the  time  for  response  in  §  1.951,  the  examiner 
may  issue  a  right  of  appeal  notice  which  shall  include  a  finalor 
the  third  party  requester  must  be  served  on  the  other  party  in 
the  reexamination  proceeding  in  the  manner  provided  by  § 
1.248.  The  document  must  reflect  service  or  the  document  may 
be  refused  consideration  by  the  Office. 

(g)  The  active  participation  of  the  ex  parte  reexamination 
requester  ends  with  the  reply  pursuant  to  §  1.535,  and  no 
further  submissions  on  behalf  of  the  reexamination  requester 
will  be  acknowledged  or  considered.  Further,  no  submissions 
on  behalf  of  any  third  parties  will  be  acknowledged  or 
considered  unless  such  submissions  are: 

(1)  in  accordance  with  §  1.510  or  §  1.535;  or 

(2)  entered  in  the  patent  file  prior  to  the  date  of  the  order  for 
ex  parte  reexamination  pursuant  to  §  1.525. 

(h)  Submissions  by  third  parties,  filed  after  the  date  of  the 
order  for  ex  parte  reexamination  pursuant  to  §  1.525,  must 
meet  the  requirements  of  and  will  be  treated  in  accordance 
with  §  1.501(a). 

30.  Section  1 .552  is  revised  to  read  as  follows: 

§  1.552  Scope  of  reexamination  in  ex  parte  reexamination 
proceedings. 

(a)  Claims  in  an  ex  parte  reexamination  proceeding  will  be 
examined  on  the  basis  of  patents  or  printed  publications  and, 
with  respect  to  subject  matter  added  or  deleted  in  the  reexami- 
nation proceeding,  on  the  basis  of  the  requirements  of  35 
U.S.C.  112. 


(b)  Claims  in  an  ex  parte  reexamination  proceeding  will  not 
be  permitted  to  enlarge  the  scope  of  the  claims  of  the  patent. 

(c)  Issues  other  than  those  indicated  in  paragraphs  (a)  and 
(b)  of  this  section  will  not  be  resolved  in  a  reexamination 
proceeding.  If  such  issues  are  raised  by  the  patent  owner  or 
third  party  requester  during  a  reexamination  proceeding,  the 
existence  of  such  issues  will  be  noted  by  the  examiner  in  the 
next  Office  action,  in  which  case  the  patent  owner  may 
consider  the  advisability  of  filing  a  reissue  application  to  have 
such  issues  considered  and  resolved. 

31.  Section  1.555  is  amended  by  revising  its  heading  and 
paragraph  (c)  to  read  as  follows: 

§  1.555  Information  material  to  patentability  in  ex  parte 
reexamination  and  inter  partes  reexamination  proceedings. 

(c)  The  responsibility  for  compliance  with  this  section  rests 
upon  the  individuals  designated  in  paragraph  (a)  of  this  section 
and  no  evaluation  will  be  made  by  the  Office  in  the  reexami- 
nation proceeding  as  to  compliance  with  this  section.  If 
questions  of  compliance  with  this  section  are  raised  by  the 
patent  owner  or  the  third  party  requester  during  a  reexamina- 
tion proceeding,  they  will  be  noted  as  unresolved  questions  in 
accordance  with  §  1.552(c). 

32.  Section  1.560  is  revised  to  read  as  follows: 

§  1.560  Interviews  in  ex  parte  reexamination  proceedings. 

(a)  Interviews  in  ex  parte  reexamination  proceedings  pend- 
ing before  the  Office  between  examiners  and  the  owners  of 
such  patents  or  their  attorneys  or  agents  of  record  must  be 
conducted  in  the  Office  at  such  times,  within  Office  hours,  as 
the  respective  examiners  may  designate.  Interviews  will  not  be 
permitted  at  any  other  time  or  place  without  the  authority  of 
the  Commissioner.  Interviews  for  the  discussion  of  the  patent- 
ability of  claims  in  patents  involved  in  ex  parte  reexamination 
proceedings  will  not  be  conducted  prior  to  the  first  official 
action.  Interviews  should  be  arranged  in  advance.  Requests 
that  reexamination  requesters  participate  in  interviews  with 
examiners  will  not  be  granted. 

(b)  In  every  instance  of  an  interview  with  an  examiner  in  an 
ex  parte  reexamination  proceeding,  a  complete  written  state- 
ment of  the  reasons  presented  at  the  interview  as  warranting 
favorable  action  must  be  filed  by  the  patent  owner.  An 
interview  does  not  remove  the  necessity  for  response  to  Office 
actions  as  specified  in  §  1.111.  Patent  owner's  response  to  an 
outstanding  Office  action  after  the  interview  does  not  remove 
the  necessity  for  filing  the  written  statement.  The  written 
statement  must  be  filed  as  a  separate  part  of  a  response  to  an 
Office  action  outstanding  at  the  time  of  the  interview,  or  as  a 
separate  paper  within  one  month  from  the  date  of  the  interview, 
whichever  is  later. 

33.  Section  1.565  is  revised  to  read  as  follows: 

§  1.565  Concurrent  office  proceedings  which  include  an  ex 
parte  reexamination  proceeding. 

(a)  In  an  ex  parte  reexamination  proceeding  before  the 
Office,  the  patent  owner  must  inform  the  Office  of  any  prior  or 
concurrent  proceedings  in  which  the  patent  is  or  was  involved 
such  as  interferences,  reissues,  ex  parte  reexaminations,  inter 
partes  reexaminations,  or  litigation  and  the  results  of  such 
proceedings.  See  §  1.985  for  notification  of  prior  or  concurrent 
proceedings  in  an  inter  partes  reexamination  proceeding. 

(b)  If  a  patent  in  the  process  of  ex  parte  reexamination  is  or 
becomes  involved  in  htigation,  the  Commissioner  shall  deter- 
mine whether  or  not  to  suspend  the  reexamination.  See  §  1 .987 
for  inter  partes  reexamination  proceedings. 

(c)  If  ex  parte  reexamination  is  ordered  while  a  prior  ex 
parte  reexamination  proceeding  is  pending  and  prosecution  in 
the  prior  ex  parte  reexamination  proceeding  has  not  been 
terminated,  the  ex  parte  reexamination  proceedings  will  be 
consoHdated  and  result  in  the  issuance  of  a  single  certificate 
under  §    1.570.   For  merger  of  inter  partes  reexamination 
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proceedings,  see  §  1.989(a).  For  merger  of  ex  parte  reexami- 
nation and  inter  partes  reexamination  proceedings,  see  § 
1.989(b). 

(d)  If  a  reissue  application  and  an  ex  parte  reexamination 
proceeding  on  which  an  order  pursuant  to  §  1.525  has  been 
mailed  are  pending  concurrently  on  a  patent,  a  decision  will 
normally  be  made  to  merge  the  two  proceedings  or  to  suspend 
one  of  the  two  proceedings.  Where  merger  of  a  reissue 
application  and  an  ex  parte  reexamination  proceeding  is 
ordered,  the  merged  examination  will  be  conducted  in  accor- 
dance with  §§  1.171  through  1.179,  and  the  patent  owner  will 
be  required  to  place  and  maintain  the  same  claims  in  the 
reissue  application  and  the  ex  parte  reexamination  proceeding 
during  the  pendency  of  the  merged  proceeding.  The  examin- 
er's actions  and  responses  by  the  patent  owner  in  a  merged 
proceeding  will  apply  to  both  the  reissue  apphcation  and  the  ex 
parte  reexamination  proceeding  and  be  physically  entered  into 
both  files.  Any  ex  parte  reexamination  proceeding  merged  with 
a  reissue  application  shall  be  terminated  by  the  grant  of  the 
reissued  patent.  For  merger  of  a  reissue  application  and  an 
inter  partes  reexamination,  see  §  1.991. 

(e)  If  a  patent  in  the  process  of  ex  parte  reexamination  is  or 
becomes  involved  in  an  interference,  the  Commissioner  may 
suspend  the  reexamination  or  the  interference.  The  Commis- 
sioner will  not  consider  a  request  to  suspend  an  interference 
unless  a  motion  (§  1.635)  to  suspend  the  interference  has  been 
presented  to,  and  denied  by,  an  administrative  patent  judge, 
and  the  request  is  filed  within  ten  (10)  days  of  a  decision  by  an 
administrative  patent  judge  denying  the  motion  for  suspension 
or  such  other  time  as  the  administrative  patent  judge  may  set. 
For  concurrent  inter  partes  reexamination  and  interference  of 
a  patent,  see  §  1.993. 

34.  The  undesignated  center  heading  following  §  1.565  is 
revised  to  read  as  follows; 

Ex  Parte  Reexamination  Certificate 

35.  Section  1.570  is  revised  to  read  as  follows: 

§  1.570  Issuance  of  ex  parte  reexamination  certificate  after 
ex  parte  reexamination  proceedings. 

(a)  Upon  the  conclusion  of  ex  parte  reexamination  proceed- 
ings, the  Commissioner  will  issue  an  ex  parte  reexamination 
certificate  in  accordance  with  35  U.S.C.  307  setting  forth  the 
results  of  the  ex  parte  reexamination  proceeding  and  the 
content  of  the  patent  following  the  ex  parte  reexamination 
proceeding. 

(b)  An  ex  parte  reexamination  certificate  will  be  issued  in 
each  patent  in  which  an  ex  parte  reexamination  proceeding  has 
been  ordered  under  §  1.525  and  has  not  been  merged  with  any 
inter  partes  reexamination  proceeding  pursuant  to  §  1.989(a). 
Any  statutory  disclaimer  filed  by  the  patent  owner  will  be 
made  part  of  the  ex  parte  reexamination  certificate. 

(c)  The  ex  parte  reexamination  certificate  will  be  mailed  on 
the  day  of  its  date  to  the  patent  owner  at  the  address  as 
provided  for  in  §  1.33(c).  A  copy  of  the  ex  parte  reexamination 
certificate  will  also  be  mailed  to  the  requester  of  the  ex  parte 
reexamination  proceeding. 

(d)  If  an  ex  parte  reexamination  certificate  has  been  issued 
which  cancels  all  of  the  claims  of  the  patent,  no  further  Office 
proceedings  will  be  conducted  with  that  patent  or  any  reissue 
applications  or  any  reexamination  requests  relating  thereto. 

(e)  If  the  ex  parte  reexamination  proceeding  is  terminated  by 
the  grant  of  a  reissued  patent  as  provided  in  §  1.565(d),  the 
reissued  patent  will  constitute  the  ex  parte  reexamination 
certificate  required  by  this  section  and  35  U.S.C.  307. 

(f)  A  notice  of  the  issuance  of  each  ex  parte  reexamination 
certificate  under  this  section  will  be  published  in  the  Official 
Gazette  on  its  date  of  issuance. 

36.  A  new  subpart  H  is  added  to  read  as  follows: 


Subpart  H — Inter  Partes  Reexamination  of  Patents  That 
Issued  From  an  Original  Application  Filed  in  the  United 
States  on  or  After  November  29,  1999 

Sec. 

Prior  Art  Citations 

1.902  Processing  of  prior  art  citations  during  an  inter  partes 
reexamination  proceeding. 

Requirements  for  Inter  Partes  Reexamination  Proceedings 

1.903  Service  of  papers  on  parties  in  inter  partes  reexamina- 
tion. 

1.904  Notice  of  inter  partes  reexamination  in  Official  Gazette. 

1.905  Submission  of  papers  by  the  public  in  inter  partes 
reexamination. 

1.906  Scope  of  reexamination  in  inter  partes  reexamination 
proceeding. 

1.907  Inter  partes  reexamination  prohibited. 

1.913  Persons  eligible  to  file  request  for  inter  partes  reexami- 
nation. 

1.915  Content  of  request  for  inter  partes  reexamination. 
1.919  Filing  date  of  request  for  inter  partes  reexamination. 
1.923  Examiner's  determination  on  the  request  for  inter  partes 
reexamination. 

1.925  Partial  refund  if  request  for  inter  partes  reexamination  is 
not  ordered. 

1 .927  Petition  to  review  refusal  to  order  inter  partes  reexami- 
nation. 

Inter  Partes  Reexamination  of  Patents 

1.931  Order  for  inter  partes  reexamination. 

Information  Disclosure  in  Inter  Partes  Reexamination 

1.933  Patent  owner  duty  of  disclosure  in  inter  partes  reexami- 
nation proceedings. 

Office  Actions  and  Responses  (Before  the  Examiner)  in  Inter 
Partes  Reexamination 

1.935  Initial  Office  action  usually  accompanies  order  for  inter 
partes  reexamination. 

1.937  Conduct  of  inter  partes  reexamination. 
1.939  Unauthorized  papers  in  inter  partes  reexamination. 
1.941  Amendments  by  patent  owner  in  inter  partes  reexami- 
nation. 

1.943  Requirements  of  responses,  written  comments,  and 
briefs  in  inter  partes  reexamination. 

1.945  Response  to  Office  action  by  patent  owner  in  inter  partes 
reexamination. 

1.947  Comments  by  third  party  requester  to  patent  owner's 
response  in  inter  partes  reexamination. 

1.948  Limitations  on  submission  of  prior  art  by  third  party 
requester  following  the  order  for  inter  partes  reexamination. 

1.949  Examiner's  Office  action  closing  prosecution  in  inter 
partes  reexamination. 

1.951  Options  after  Office  action  closing  prosecution  in  inter 

partes  reexamination. 

1.953  Examiner's  Right  of  Appeal  Notice  in  inter  partes 

reexamination. 

Interviews  Prohibited  in  Inter  Partes  Reexamination 

1.955  Interviews  prohibited  in  inter  partes  reexamination 
proceedings. 

Extensions  of  Time,  Termination  of  Proceedings,  and  Petitions 
To  Revive  in  Inter  Partes  Reexamination 

1.956  Patent  owner  extensions  of  time  in  inter  partes  reexami- 
nation. 

1.957  Failure  to  file  a  timely,  appropriate  or  complete  response 
or  comment  in  inter  partes  reexamination. 

1.958  Petition  to  revive  terminated  inter  partes  reexamination 
or  claims  terminated  for  lack  of  patent  owner  response. 

Appeal  to  the  Board  of  Patent  Appeals  and  Interferences  in 
Inter  Partes  Reexamination 

1.959  Notice  of  appeal  and  cross  appeal  to  Board  of  Patent 
Appeals  and  Interferences  in  inter  partes  reexamination. 

1.961  Jurisdiction  over  appeal  in  inter  partes  reexamination. 

1.962  Appellant  and  respondent  in  inter  partes  reexamination 
defined. 
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1.963  Time  for  filing  briefs  in  inter  partes  reexamination. 
1.965  Appellant's  brief  in  inter  partes  reexamination. 
1.967  Respondent's  brief  in  inter  partes  reexamination. 
1.969  Examiner's  answer  in  inter  partes  reexamination. 
1.971  Rebuttal  brief  in  inter  partes  reexamination. 
1.973  Oral  hearing  in  inter  partes  reexamination. 
1.975  Affidavits  or  declarations  after  appeal  in  inter  partes 
reexamination. 

1.977  Decision  by  the  Board  of  Patent  Appeals  and  Interfer- 
ences; remand  to  examiner  in  inter  partes  reexamination. 
1.979  Action  following  decision   by   the   Board  of  Patent 
Appeals  and  Interferences  or  dismissal  of  appeal  in  inter  partes 
reexamination. 

1.98 1  Reopening  after  decision  by  the  Board  of  Patent  Appeals 
and  Interferences  in  inter  partes  reexamination. 

Patent  Owner  Appeal  to  the  United  States  Court  of  Appeals  for 
the  Federal  Circuit  in  Inter  Partes  Reexamination 

1.983  Patent  owner  appeal  to  the  United  States  Court  of 
Appeals  for  the  Federal  Circuit  in  inter  partes  reexamination. 

Concurrent  Proceedings  Involving  Same  Patent  in  InterPartes 
Reexamination 


1 .985  Notification  of  prior  or  concurrent  proceedings  in  inter 

partes  reexamination. 

1.987  Suspension  of  inter  partes  reexamination  proceeding 

due  to  litigation. 

1.989  Merger  of  concurrent  reexamination  proceedings. 

1.991  Merger  of  concurrent  reissue  application  and  inter  partes 

reexamination  proceeding. 

1.993  Suspension  of  concurrent  interference  and  inter  partes 

reexamination  proceeding. 

1.995  Third  party  requester's  participation  rights  preserved  in 

merged  proceeding. 

Reexamination  Certificate  in  Inter  Partes  Reexamination 

1.997  Issuance  of  inter  partes  reexamination  certificate. 

Subpart  H — Inter  Partes  Reexamination  of  Patents  That 
Issued  From  an  Original  Application  Filed  in  the  United 
States  on  or  After  November  29,  1999 

Prior  Art  Citations 

§  1.902  Processing  of  prior  art  citations  during  an  inter 
partes  reexamination  proceeding. 

Citations  by  the  patent  owner  in  accordance  with  §  1.933 
and  by  an  inter  partes  reexamination  third  party  requester 
under  §  1.915  or  §  1.948  will  be  entered  in  the  inter  partes 
reexamination  file.  The  entry  in  the  patent  file  of  other  citations 
submitted  after  the  date  of  an  order  for  reexamination  pursuant 
to  §  1.931  by  persons  other  than  the  patent  owner,  or  the  third 
party  requester  under  either  §  1.915  or  §  1.948,  will  be  delayed 
until  the  inter  partes  reexamination  proceeding  has  been 
terminated.  See  §  1.502  for  processing  of  prior  art  citations  in 
patent  and  reexamination  files  during  an  ex  parte  reexamina- 
tion proceeding  filed  under  §  1.510. 

Requirements  for  Inter  Partes  Reexamination  Proceedings 

§  1.903  Service  of  papers  on  parties  in  inter  partes  reex- 
amination. 


The  patent  owner  and  the  third  party  requester  will  be  sent 
copies  of  Office  actions  issued  during  the  inter  partes  reex- 
amination proceeding.  After  filing  of  a  request  for  inter  partes 
reexamination  by  a  third  party  requester,  any  document  filed  by 
either  the  patent  owner  or  the  third  party  requester  must  be 
served  on  every  other  party  in  the  reexamination  proceeding  in 
the  manner  provided  in  §  1.248.  Any  document  must  reflect 
service  or  the  document  may  be  refused  consideration  by  the 
Office.  The  failure  of  the  patent  owner  or  the  third  party 
requester  to  serve  documents  may  result  in  their  being  refused 
consideration. 


§  1.904  Notice  of  inter  partes  reexamination  in  Official 
Gazette. 

A  notice  of  the  filing  of  an  inter  partes  reexamination 
request  will  be  published  in  the  Official  Gazette.  The  notice 
published  in  the  Official  Gazette  under  §  1.11(c)  will  be 
considered  to  be  constructive  notice  of  the  inter  partes 
reexamination  proceeding  and  inter  partes  reexamination  will 
proceed. 

§  1.905  Submission  of  papers  by  the  public  in  inter  partes 
reexamination. 

Unless  specifically  provided  for,  no  submissions  on  behalf 
of  any  third  parties  other  than  third  party  requesters  as  defined 
in  35  U.S.C.  100(e)  will  be  considered  unless  such  submissions 
are  in  accordance  with  §  1.915  or  entered  in  the  patent  file  prior 
to  the  date  of  the  order  for  reexamination  pursuant  to  §  1 .93 1 . 
Submissions  by  third  parties,  other  than  third  party  requesters, 
filed  after  the  date  of  the  order  for  reexamination  pursuant  to  § 
1.931,  must  meet  the  requirements  of  §  1.501  and  will  be 
treated  in  accordance  with  §  1.902.  Submissions  which  do  not 
meet  the  requirements  of  §  1.501  will  be  returned. 

§  1.906  Scope  of  reexamination  in  inter  partes  reexamina- 
tion proceeding. 


be 


(a)  Claims  in  an  inter  partes  reexamination  proceeding  will 


examined  on  the  basis  of  patents  or  printed  publications  and, 
with  respect  to  subject  matter  added  or  deleted  in  the  reexami- 
nation proceeding,  on  the  basis  of  the  requirements  of  35 
U.S.C.  112. 

(b)  Claims  in  an  inter  partes  reexamination  proceeding  will 
not  be  permitted  to  enlarge  the  scope  of  the  claims  of  the 
patent. 

(c)  Issues  other  than  those  indicated  in  paragraphs  (a)  and 
(b)  of  this  section  will  not  be  resolved  in  an  inter  partes 
reexamination  proceeding.  If  such  issues  are  raised  by  the 
patent  owner  or  the  third  party  requester  during  a  reexamina- 
tion proceeding,  the  existence  of  such  issues  will  be  noted  by 
the  examiner  in  the  next  Office  action,  in  which  case  the  patent 
owner  may  desire  to  consider  the  advisability  of  filing  a  reissue 
application  to  have  such  issues  considered  and  resolved. 

§  1.907  Inter  partes  reexamination  prohibited. 

(a)  Once  an  order  to  reexamine  has  been  issued  under  § 
1.931,  neither  the  third  party  requester,  nor  its  privies,  may  file 
a  subsequent  request  for  inter  partes  reexamination  of  the 
patent  until  an  inter  partes  reexamination  certificate  is  issued 
under  §  1.997,  unless  authorized  by  the  Commissioner. 

(b)  Once  a  final  decision  has  been  entered  against  a  party  in 
a  civil  action  arising  in  whole  or  in  part  under  28  U.S.C.  1338 
that  the  party  has  not  sustained  its  burden  of  proving  invalidity 
of  any  patent  claim-in-suit,  then  neither  that  party  nor  its 
privies  may  thereafter  request  inter  partes  reexamination  of 
any  such  patent  claim  on  the  basis  of  issues  which  that  party, 
or  its  privies,  raised  or  could  have  raised  in  such  civil  action, 
and  an  inter  partes  reexamination  requested  by  that  party,  or  its 
privies,  on  the  basis  of  such  issues  may  not  thereafter  be 
maintained  by  the  Office. 

(c)  If  a  final  decision  in  an  inter  partes  reexamination 
proceeding  instituted  by  a  third  party  requester  is  favorable  to 
patentability  of  any  original,  proposed  amended,  or  new  claims 
of  the  patent,  then  neither  that  party  nor  its  privies  may 
thereafter  request  inter  partes  reexamination  of  any  such 
patent  claims  on  the  basis  of  issues  which  that  party,  or  its 
privies,  raised  or  could  have  raised  in  such  inter  partes 
reexamination  proceeding. 

§   1.913  Persons  eligible  to  file  request  for  inter  partes 
reexamination. 

Except  as  provided  for  in  §  1 .907,  any  person  may,  at  any 
time  during  the  period  of  enforceability  of  a  patent  which 
issued  from  an  original  application  filed  in  the  United  States  on 
or  after  November  29,  1999,  file  a  request  for  inter  partes 
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reexamination  by  the  Office  of  any  claim  of  the  patent  on  the 
basis  of  prior  art  patents  or  printed  publications  cited  under  § 
1.501. 

§  1.915  Content  of  request  for  inter  partes  reexamination. 

(a)  The  request  must  be  accompanied  by  the  fee  for 
requesting  inter  partes  reexamination  set  forth  in  §  1.20(c)(2). 

(b)  A  request  for  inter  partes  reexamination  must  include  the 
following  parts: 

(1)  An  identification  of  the  patent  by  patent  number  and 
every  claim  for  which  reexamination  is  requested. 

(2)  A  citation  of  the  patents  and  printed  publications  which 
are  presented  to  provide  a  substantial  new  question  of  patent- 
ability. 

(3)  A  statement  pointing  out  each  substantial  new  question 
of  patentability  based  on  the  cited  patents  and  printed  pubU- 
cations,  and  a  detailed  explanation  of  the  pertinency  and 
manner  of  applying  the  patents  and  printed  publications  to 
every  claim  for  which  reexamination  is  requested. 

(4)  A  copy  of  every  patent  or  printed  publication  relied  upon 
or  referred  to  in  paragraphs  (b)(1)  through  (3)  of  this  section, 
accompanied  by  an  English  language  translation  of  all  the 
necessary  and  pertinent  parts  of  any  non-English  language 
document. 

(5)  A  copy  of  the  entire  patent  including  the  front  face, 
drawings,  and  specification/claims  (in  double  column  format) 
for  which  reexamination  is  requested,  and  a  copy  of  any 
disclaimer,  certificate  of  correction,  or  reexamination  certifi- 
cate issued  in  the  patent.  All  copies  must  have  each  page 
plainly  written  on  only  one  side  of  a  sheet  of  paper. 

(6)  A  certification  by  the  third  party  requester  that  a  copy  of 
the  request  has  been  served  in  its  entirety  on  the  patent  owner 
at  the  address  provided  for  in  §  1.33(c).  The  name  and  address 
of  the  party  served  must  be  indicated.  If  service  was  not 
possible,  a  duplicate  copy  of  the  request  must  be  supplied  to 
the  Office. 

(7)  A  certification  by  the  third  party  requester  that  the 
estoppel  provisions  of  §  1.907  do  not  prohibit  the  inter  partes 
reexamination. 

(8)  A  statement  identifying  the  real  party  in  interest  to  the 
extent  necessary  for  a  subsequent  person  filing  an  inter  partes 
reexamination  request  to  determine  whether  that  person  is  a 
privy. 

(c)  If  an  inter  partes  request  is  filed  by  an  attorney  or  agent 
identifying  another  party  on  whose  behalf  the  request  is  being 
filed,  the  attorney  or  agent  must  have  a  power  of  attorney  from 
that  party  or  be  acting  in  a  representative  capacity  pursuant  to 
§  1.34(a). 

(d)  If  the  inter  partes  request  does  not  meet  all  the 
requirements  of  subsection  1.915(b),  the  person  identified  as 
requesting  inter  partes  reexamination  may  be  so  notified  and 
given  an  opportunity  to  complete  the  formal  requirements  of 
the  request  within  a  specified  time.  Failure  to  comply  with  the 
notice  may  result  in  the  inter  partes  reexamination  proceeding 
being  vacated. 

§  1.919  Filing  date  of  request  for  inter  partes  reexamina- 
tion. 

(a)  The  filing  date  of  a  request  for  inter  partes  reexamination 
is  the  date  on  which  the  request  satisfies  the  fee  requirement  of 
§  1.915(a). 

(b)  If  the  request  is  not  granted  a  filing  date,  the  request  will 
be  placed  in  the  patent  file  as  a  citation  of  prior  art  if  it 
complies  with  the  requirements  of  §  1.501. 


§  1.923  Examiner's  determination  on  the  request  for  inter 
partes  reexamination. 

Within  three  months  following  the  filing  date  of  a  request  for 
inter  partes  reexamination  under  §  1.919,  the  examiner  will 
consider  the  request  and  determine  whether  or  not  a  substantial 
new  question  of  patentability  affecting  any  claim  of  the  patent 
is  raised  by  the  request  and  the  prior  art  citation.  The 
examiner's  determination  will  be  based  on  the  claims  in  effect 
at  the  time  of  the  determination,  will  become  a  part  of  the 
official  file  of  the  patent,  and  will  be  mailed  to  the  patent  owner 
at  the  address  as  provided  for  in  §  1.33(c)  and  to  the  third  party 
requester.  If  the  examiner  determines  that  no  substantial  new 
question  of  patentability  is  present,  the  examiner  shall  refuse 
the  request  and  shall  not  order  inter  partes  reexamination. 

§  1.925  Partial  refund  if  request  for  inter  partes  reexami- 
nation is  not  ordered. 

Where  inter  partes  reexamination  is  not  ordered,  a  refund  of 
a  portion  of  the  fee  for  requesting  inter  partes  reexamination 
will  be  made  to  the  requester  in  accordance  with  §  1.26(c). 

§  1.927  Petition  to  review  refusal  to  order  inter  partes 
reexamination. 

The  third  party  requester  may  seek  review  by  a  petition  to 
the  Commissioner  under  §  1.181  within  one  month  of  the 
mailing  date  of  the  examiner's  determination  refusing  to  order 
inter  partes  reexamination.  Any  such  petition  must  comply 
with  §  1.181(b).  If  no  petition  is  timely  filed  or  if  the  decision 
on  petition  affirms  that  no  substantial  new  question  of  patent- 
abihty  has  been  raised,  the  determination  shall  be  final  and 
nonappealable. 

Inter  Partes  Reexamination  of  Patents 

§  1.931  Order  for  inter  partes  reexamination. 

(a)  If  a  substantial  new  question  of  patentability  is  found,  the 
determination  will  include  an  order  for  inter  partes  reexami- 
nation of  the  patent  for  resolution  of  the  question. 

(b)  If  the  order  for  inter  partes  reexamination  resulted  from 
a  petition  pursuant  to  §  1.927,  the  inter  partes  reexamination 
will  ordinarily  be  conducted  by  an  examiner  other  than  the 
examiner  responsible  for  the  initial  determination  under  § 
1.923. 

Information  Disclosure  in  Inter  Partes  Reexamination 

§  1.933  Patent  owner  duty  of  disclosure  in  inter  partes 
reexamination  proceedings. 

(a)  Each  individual  associated  with  the  patent  owner  in  an 
inter  partes  reexamination  proceeding  has  a  duty  of  candor  and 
good  faith  in  dealing  with  the  Office,  which  includes  a  duty  to 
disclose  to  the  Office  all  information  known  to  that  individual 
to  be  material  to  patentability  in  a  reexamination  proceeding  as 
set  forth  in  §  1.555(a)  and  (b).  The  duty  to  disclose  all 
information  known  to  be  material  to  patentability  in  an  inter 
partes  reexamination  proceeding  is  deemed  to  be  satisfied  by 
filing  a  paper  in  compliance  with  the  requirements  set  forth  in 
§  1.555(a)  and  (b). 

(b)  The  responsibility  for  compliance  with  this  section  rests 
upon  the  individuals  designated  in  paragraph  (a)  of  this 
section,  and  no  evaluation  will  be  made  by  the  Office  in  the 
reexamination  proceeding  as  to  comphance  with  this  section.  If 
questions  of  compliance  with  this  section  are  raised  by  the 
patent  owner  or  the  third  party  requester  during  a  reexamina- 
tion proceeding,  they  will  be  noted  as  unresolved  questions  in 
accordance  with  §  1.906(c). 

Office  Actions  and  Responses  (Before  the  Examiner)  in  Inter 
Partes  Reexamination 

§  1.935  Initial  Office  action  usually  accompanies  order  for 
inter  partes  reexamination. 

The  order  for  inter  partes  reexamination  will  usually  be 
accompanied  by  the  initial  Office  action  on  the  merits  of  the 
reexamination. 


March  2,  2004 


U.S.  PATENT  AND  TRADEMARK  OFFICE 


1280  OG  137 
(90) 


§  1.937  Conduct  of  inter  partes  reexamination. 

(a)  All  inter  partes  reexamination  proceedings,  including 
any  appeals  to  the  Board  of  Patent  Appeals  and  Interferences, 
will  be  conducted  with  special  dispatch  within  the  Office, 
unless  the  Commissioner  makes  a  determination  that  there  is 
good  cause  for  suspending  the  reexamination  proceeding. 

(b)  The  inter  partes  reexamination  proceeding  will  be 
conducted  in  accordance  with  §§  1.104  through  1.116,  the 
sections  governing  the  application  examination  process,  and 
will  result  in  the  issuance  of  an  inter  partes  reexamination 
certificate  under  §  1.997,  except  as  otherwise  provided. 

(c)  All  communications  between  the  Office  and  the  parties  to 
the  inter  partes  reexamination  which  are  directed  to  the  merits 
of  the  proceeding  must  be  in  writing  and  filed  with  the  Office 
for  entry  into  the  record  of  the  proceeding. 

§  1.939  Unauthorized  papers  in  inter  partes  reexamination. 

(a)  If  an  unauthorized  paper  is  filed  by  any  party  at  any  time 
during  the  inter  partes  reexamination  proceeding  it  will  not  be 
considered  and  may  be  returned. 

(b)  Unless  otherwise  authorized,  no  paper  shall  be  filed  prior 
to  the  initial  Office  action  on  the  merits  of  the  inter  partes 
reexamination. 

§   1.941  Amendments  by  patent   owner  in  inter  partes 
reexamination. 

Amendments  by  patent  owner  in  inter  partes  reexamination 
proceedings  are  made  by  filing  a  paper  in  compliance  with  §§ 
1.530(d)-(k)  and  1.943. 

§  1.943  Requirements  of  responses,  written  comments,  and 
briefs  in  inter  partes  reexamination. 

(a)  The  form  of  responses,  written  conrmients,  briefs,  appen- 
dices, and  other  papers  must  be  in  accordance  with  the 
requirements  of  §  1.52. 

(b)  Responses  by  the  patent  owner  and  written  comments  by 
the  third  party  requester  shall  not  exceed  50  pages  in  length, 
excluding  amendments,  appendices  of  claims,  and  reference 
materials  such  as  prior  art  references. 

(c)  Appellant's  briefs  filed  by  the  patent  owner  and  the  third 
party  requester  shall  not  exceed  thirty  pages  or  14,000  words 
in  length,  excluding  appendices  of  claims  and  reference 
materials  such  as  prior  art  references.  All  other  briefs  filed  by 
any  party  shall  not  exceed  fifteen  pages  in  length  or  7,000 
words.  If  the  page  limit  for  any  brief  is  exceeded,  a  certificate 
is  required  stating  the  number  of  words  contained  in  the  brief. 

§  1.945  Response  to  Office  action  by  patent  owner  in  inter 
partes  reexamination. 

The  patent  owner  will  be  given  at  least  thirty  days  to  file  a 
response  to  any  Office  action  on  the  merits  of  the  inter  partes 
reexamination. 


§   1.947  Comments  by  third  party  requester  to  patent 
owner's  response  in  inter  partes  reexamination. 

Each  time  the  patent  owner  files  a  response  to  an  Office 
action  on  the  merits  pursuant  to  §  1.945,  a  third  party  requester 
may  once  file  written  comments  within  a  period  of  30  days 
from  the  date  of  service  of  the  patent  owner's  response.  These 
comments  shall  be  limited  to  issues  raised  by  the  Office  action 
or  the  patent  owner's  response.  The  time  for  submitting 
comments  by  the  third  party  requester  may  not  be  extended. 
For  the  purpose  of  filing  the  written  comments  by  the  third 
party  requester,  the  comments  will  be  considered  as  having 
been  received  in  the  Office  as  of  the  date  of  deposit  specified 
in  the  certificate  under  §  1.8. 


§  1.948  Limitations  on  submission  of  prior  art  by  third 
party  requester  following  the  order  for  inter  partes  reex- 
amination. 

(a)  After  the  inter  partes  reexamination  order,  the  third  party 
requester  may  only  cite  additional  prior  art  as  defined  under  § 
1.501  if  it  is  filed  as  part  of  a  comments  submission  under  § 
1.947  or  §  1.951(b)  and  is  limited  to  prior  art: 

(1)  which  is  necessary  to  rebut  a  finding  of  fact  by  the 
examiner; 

(2)  which  is  necessary  to  rebut  a  response  of  the  patent 
owner;  or 

(3)  which  for  the  first  time  became  known  or  available  to  the 
third  party  requester  after  the  filing  of  the  request  for  inter 
partes  reexamination  proceeding.  Prior  art  submitted  under 
paragraph  (a)(3)  of  this  section  must  be  accompanied  by  a 
statement  as  to  when  the  prior  art  first  became  known  or 
available  to  the  third  party  requester  and  must  include  a 
discussion  of  the  pertinency  of  each  reference  to  the  patent- 
ability of  at  least  one  claim. 

(b)  [Reserved]. 

§  1.949  Examiner's  Office  action  closing  prosecution  in 
inter  partes  reexamination. 

Upon  consideration  of  the  issues  a  second  or  subsequent 
time,  or  upon  a  determination  of  patentability  of  all  claims,  the 
examiner  shall  issue  an  Office  action  treating  all  claims  present 
in  the  inter  partes  reexamination,  which  may  be  an  action 
closing  prosecution.  The  Office  action  shall  set  forth  all 
rejections  and  determinations  not  to  make  a  proposed  rejection, 
and  the  grounds  therefor.  An  Office  action  will  not  usually 
close  prosecution  if  it  includes  a  new  ground  of  rejection 
which  was  not  previously  addressed  by  the  patent  owner, 
unless  the  new  ground  was  necessitated  by  an  amendment. 

§  1.951  Options  after  Office  action  closing  prosecution  in 
inter  partes  reexamination. 

(a)  After  an  Office  action  closing  prosecution  in  an  inter 
partes  reexamination,  the  patent  owner  may  once  file  com- 
ments limited  to  the  issues  raised  in  the  Office  action  closing 
prosecution.  The  comments  can  include  a  proposed  amend- 
ment to  the  claims,  which  amendment  will  be  subject  to  the 
criteria  of  §  1 . 1 1 6  as  to  whether  or  not  it  shall  be  admitted.  The 
comments  must  be  filed  within  the  time  set  for  response  in  the 
Office  action  closing  prosecution. 

(b)  When  the  patent  owner  does  file  comments,  a  third  party 
requester  may  once  file  comments  responsive  to  the  patent 
owner's  comments  within  30  days  from  the  date  of  service  of 
patent  owner's  comments  on  the  third  party  requester. 

§  1.953  Examiner's  Right  of  Appeal  Notice  in  inter  partes 
reexamination. 

(a)  Upon  considering  the  comments  of  the  patent  owner  and 
the  third  party  requester  subsequent  to  the  Office  action  closing 
prosecution  in  an  inter  partes  reexamination,  or  upon  expira- 
tion of  the  time  for  submitting  such  comments,  the  examiner 
shall  issue  a  Right  of  Appeal  Notice,  unless  the  examiner 
reopens  prosecution  and  issues  another  Office  action  on  the 
merits. 

(b)  Expedited  Right  of  Appeal  Notice:  At  any  time  after  the 
patent  owner's  response  to  the  initial  Office  action  on  the 
merits  in  an  inter  partes  reexamination,  the  patent  owner  and 
all  third  party  requesters  may  stipulate  that  the  issues  are 
appropriate  for  a  final  action,  which  would  include  a  final 
rejection  and/or  a  final  determination  favorable  to  patentability, 
and  may  request  the  issuance  of  a  Right  of  Appeal  Notice.  The 
request  must  have  the  concurrence  of  the  patent  owner  and  all 
third  party  requesters  present  in  the  proceeding  and  must 
identify  all  the  appealable  issues  and  the  positions  of  the  patent 
owner  and  all  third  party  requesters  on  those  issues.  If  the 
examiner  determines  that  no  other  issues  are  present  or  should 
be  raised,  a  Right  of  Appeal  Notice  limited  to  the  identified 
issues  shall  be  issued.  Any  appeal  by  the  parties  shall  be 
conducted  in  accordance  with  §§  1.959-1.983. 
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(c)  The  Right  of  Appeal  Notice  shall  be  a  final  action,  which 
comprises  a  final  rejection  setting  forth  each  ground  of 
rejection  and/  or  final  decision  favorable  to  patentability 
including  each  determination  not  to  make  a  proposed  rejection, 
an  identification  of  the  status  of  each  claim,  and  the  reasons  for 
decisions  favorable  to  patentability  and/or  the  grounds  of 
rejection  for  each  claim.  No  amendment  can  be  made  in 
response  to  the  Right  of  Appeal  Notice.  The  Right  of  Appeal 
Notice  shall  set  a  one-month  time  period  for  either  party  to 
appeal.  If  no  notice  of  appeal  is  filed,  the  inter  partes 
reexamination  proceeding  will  be  terminated,  and  the  Com- 
missioner will  proceed  to  issue  a  certificate  under  §  1.997  in 
accordance  with  the  Right  of  Appeal  Notice. 

Interviews  Prohibited  in  Inter  Partes  Reexamination 

§  1.955  Interviews  prohibited  in  inter  partes  reexamination 
proceedings. 

There  will  be  no  interviews  in  an  inter  partes  reexamination 
proceeding  which  discuss  the  merits  of  the  proceeding. 

Extensions  of  Time,  Termination  of  Proceedings,  and  Petitions 
To  Revive  in  Inter  Partes  Reexamination 

§  1.956  Patent  owner  extensions  of  time  in  inter  partes 
reexamination. 

The  time  for  taking  any  action  by  a  patent  owner  in  an  inter 
partes  reexamination  proceeding  will  be  extended  only  for 
sufficient  cause  and  for  a  reasonable  time  specified.  Any 
request  for  such  extension  must  be  filed  on  or  before  the  day  on 
which  action  by  the  patent  owner  is  due,  but  in  no  case  will  the 
mere  filing  of  a  request  effect  any  extension.  See  §  1.304(a)  for 
extensions  of  time  for  filing  a  notice  of  appeal  to  the  U.S. 
Court  of  Appeals  for  the  Federal  Circuit. 

§  1.957  Failure  to  file  a  timely,  appropriate  or  complete 
response  or  comment  in  inter  partes  reexamination. 

(a)  If  the  third  party  requester  files  an  untimely  or  inappro- 
priate comment,  notice  of  appeal  or  brief  in  an  inter  partes 
reexamination,  the  paper  will  be  refused  consideration. 

(b)  If  no  claims  are  found  patentable,  and  the  patent  owner 
fails  to  file  a  timely  and  appropriate  response  in  an  inter  partes 
reexamination  proceeding,  the  reexamination  proceeding  will 
be  terminated  and  the  Commissioner  will  proceed  to  issue  a 
certificate  under  §  1.997  in  accordance  with  the  last  action  of 
the  Ofi&ce. 

(c)  If  claims  are  found  patentable  and  the  patent  owner  fails 
to  file  a  timely  and  appropriate  response  to  any  Office  action  in 
an  inter  partes  reexamination  proceeding,  further  prosecution 
will  be  limited  to  the  claims  found  patentable  at  the  time  of  the 
failure  to  respond,  and  to  any  claims  added  thereafter  which  do 
not  expand  the  scope  of  the  claims  which  were  found  patent- 
able at  that  time. 

(d)  When  action  by  the  patent  owner  is  a  bona  fide  attempt 
to  respond  and  to  advance  the  prosecution  and  is  substantially 
a  complete  response  to  the  Office  action,  but  consideration  of 
some  matter  or  compliance  with  some  requirement  has  been 
inadvertently  omitted,  an  opportunity  to  explain  and  supply  the 
omission  may  be  given. 

§  1.958  Petition  to  revive  terminated  inter  partes  reexami- 
nation or  claims  terminated  for  lack  of  patent  owner 
response. 

(a)  If  a  response  by  the  patent  owner  is  not  timely  filed  in  the 
Office,  the  delay  in  filing  such  response  may  be  excused  if  it  is 
shown  to  the  satisfaction  of  the  Commissioner  that  the  delay 
was  unavoidable.  A  grantable  petition  to  accept  an  unavoidably 
delayed  response  must  be  filed  in  compliance  with  §  1.137(a). 

(b)  Any  response  by  the  patent  owner  not  timely  filed  in  the 
Office  may  be  accepted  if  the  delay  was  unintentional.  A 
grantable  petition  to  accept  an  unintentionally  delayed  re- 
sponse must  be  filed  in  compliance  with  §  1.137(b). 

Appeal  to  the  Board  of  Patent  Appeals  and  Interferences  in 
Inter  Partes  Reexamination 


§  1.959  Notice  of  appeal  and  cross  appeal  to  Board  of 
Patent  Appeals  and  Interferences  in  inter  partes  reexami- 
nation. 

(a)(1)  Upon  the  issuance  of  a  Right  of  Appeal  Notice  under 
§  1.953,  the  patent  owner  involved  in  an  inter  partes  reexami- 
nation proceeding  may  appeal  to  the  Board  of  Patent  Appeals 
and  Interferences  with  respect  to  the  final  rejection  of  any 
claim  of  the  patent  by  filing  a  notice  of  appeal  within  the  time 
provided  in  the  Right  of  Appeal  Notice  and  paying  the  fee  set 
forth  in  §  1.17(b). 

(2)  Upon  the  issuance  of  a  Right  of  Appeal  Notice  under  § 
1.953,  a  third  party  requester  involved  in  an  inter  partes 
reexamination  proceeding  may  appeal  to  the  Board  of  Patent 
Appeals  and  Interferences  with  respect  to  any  final  decision 
favorable  to  the  patentability,  including  any  final  determination 
not  to  make  a  proposed  rejection,  of  any  original,  proposed 
amended,  or  new  claim  of  the  patent  by  fifing  a  notice  of 
appeal  within  the  time  provided  in  the  Right  of  Appeal  Notice 
and  paying  the  fee  set  forth  in  §  1.17(b). 

(b)(1)  Within  fourteen  days  of  service  of  a  third  party 
requester's  notice  of  appeal  under  paragraph  (a)(2)  of  this 
section  and  upon  payment  of  the  fee  set  forth  in  §  1.17(b).  a 
patent  owner  who  has  not  filed  a  notice  of  appeal  may  file  a 
notice  of  cross  appeal  with  respect  to  the  final  rejection  of  any 
claim  of  the  patent. 

(2)  Within  fourteen  days  of  service  of  a  patent  owner's 
notice  of  appeal  under  paragraph  (a)(1)  of  this  section  and 
upon  payment  of  the  fee  set  forth  in  §  1.17(b),  a  third  party 
requester  who  has  not  filed  a  notice  of  appeal  may  file  a  notice 
of  cross  appeal  with  respect  to  any  final  decision  favorable  to 
the  patentability,  including  any  final  determination  not  to  make 
a  proposed  rejection,  of  any  original,  proposed  amended,  or 
new  claim  of  the  patent. 

(c)  The  notice  of  appeal  or  cross  appeal  in  an  inter  partes 
reexamination  proceeding  must  identify  the  appealed  claim(s) 
and  must  be  signed  by  the  patent  owner,  the  third  party 
requester,  or  their  duly  authorized  attorney  or  agent. 

(d)  An  appeal  or  cross  appeal,  when  taken,  must  be  taken 
from  all  the  rejections  of  the  claims  in  a  Right  of  Appeal 
Notice  which  the  patent  owner  proposes  to  contest  or  from  all 
the  determinations  favorable  to  patentability,  including  any 
final  determination  not  to  make  a  proposed  rejection,  in  a  Right 
of  Appeal  Notice  which  a  third  party  requester  proposes  to 
contest.  Questions  relating  to  matters  not  alfecting  the  merits 
of  the  invention  may  be  required  to  be  settled  before  an  appeal 
is  decided. 

(e)  The  times  for  fifing  a  notice  of  appeal  or  cross  appeal 
may  not  be  extended. 

§  1.961  Jurisdiction  over  appeal  in  inter  partes  reexamina- 
tion. 

Jurisdiction  over  the  inter  partes  reexamination  proceeding 
passes  to  the  Board  of  Patent  Appeals  and  Interferences  upon 
transmittal  of  the  file,  including  all  briefs  and  examiner's 
answers,  to  the  Board  of  Patent  Appeals  and  Interferences. 
Prior  to  the  entry  of  a  decision  on  the  appeal,  the  Conmiis- 
sioner  may  sua  sponte  order  the  inter  partes  reexamination 
proceeding  remanded  to  the  examiner  for  action  consistent 
with  the  Commissioner's  order. 

§  1.962  Appellant  and  respondent  in  inter  partes  reexami- 
nation defined. 

For  the  purposes  of  inter  partes  reexamination,  appellant  is 
any  party,  whether  the  patent  owner  or  a  third  party  requester, 
filing  a  notice  of  appeal  or  cross  appeal.  If  more  than  one  party 
appeals  or  cross  appeals,  each  appealing  or  cross  appealing 
party  is  an  appellant  with  respect  to  the  claims  to  which  his  or 
her  appeal  or  cross  appeal  is  directed.  A  respondent  is  any  third 
party  requester  responding  under  §  1.967  to  the  appellant's 
brief  of  the  patent  owner,  or  the  patent  owner  responding  under 
§  1.967  to  the  appellant's  brief  of  any  third  party  requester.  No 
third  party  requester  may  be  a  respondent  to  the  appellant  brief 
of  any  other  third  party  requester. 
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§  1.963  Time  for  filing  briefs  in  inter  partes  reexamination. 

(a)  An  appellant's  brief  in  an  inter  partes  reexamination 
must  be  filed  no  later  than  two  months  from  the  latest  filing 
date  of  the  last-  filed  notice  of  appeal  or  cross  appeal  or,  if  any 
party  to  the  inter  partes  reexamination  is  entitled  to  file  an 
appeal  or  cross  appeal  but  fails  to  timely  do  so,  the  expiration 
of  time  for  filing  (by  the  last  party  entitled  to  do  so)  such  notice 
of  appeal  or  cross  appeal.  The  time  for  filing  an  appellant's 
brief  may  not  be  extended. 

(b)  Once  an  appellant's  brief  has  been  properly  filed,  any 
brief  must  be  filed  by  respondent  within  one  month  from  the 
date  of  service  of  the  appellant's  brief.  The  time  for  filing  a 
respondent's  brief  may  not  be  extended. 

(c)  The  examiner  will  consider  both  the  appellant's  and 
respondent's  briefs  and  may  prepare  an  examiner's  answer 
under  §  1.969. 

(d)  Any  appellant  may  file  a  rebuttal  brief  under  §  1.971 
within  one  month  of  the  date  of  the  examiner's  answer.  The 
time  for  filing  a  rebuttal  brief  may  not  be  extended. 

(e)  No  further  submission  will  be  considered  and  any  such 
submission  will  be  treated  in  accordance  with  §  1.939. 

§  1.965  Appellant's  brief  in  inter  partes  reexamination. 

(a)Appellant(s)  may  once,  within  time  limits  for  filing  set 
forth  in  §  1.963,  file  a  brief  in  triplicate  and  serve  the  brief  on 
all  other  parties  to  the  inter  partes  reexamination  proceeding  in 
accordance  with  §  1.903.  The  brief  must  be  signed  by  the 
appellant,  or  the  appellant's  duly  authorized  attorney  or  agent 
and  must  be  accompanied  by  the  requisite  fee  set  forth  in  § 
1.17(c).  The  brief  must  set  forth  the  authorities  and  arguments 
on  which  appellant  will  rely  to  maintain  the  appeal.  Any 
arguments  or  authorities  not  included  in  the  brief  will  be 
refused  consideration  by  the  Board  of  Patent  Appeals  and 
Interferences,  unless  good  cause  is  shown. 

(b)  A  party's  appeal  shall  stand  dismissed  upon  failure  of 
that  party  to  file  an  appellant's  brief,  accompanied  by  the 
requisite  fee,  within  the  time  allowed. 

(c)  The  appellant's  brief  shall  contain  the  following  items 
under  appropriate  headings  and  in  the  order  indicated  below, 
unless  the  brief  is  filed  by  a  party  who  is  not  represented  by  a 
registered  practitioner.  The  brief  may  include  an  appendix 
containing  only  those  portions  of  the  record  on  which  reliance 
has  been  made. 

(1)  Real  Party  in  Interest.  A  statement  identifying  the  real 
party  in  interest. 

(2)  Related  Appeals  and  Interferences.  A  statement  identi- 
fying by  number  and  filing  date  all  other  appeals  or  interfer- 
ences known  to  the  appellant,  the  appellant's  legal  represen- 
tative, or  assignee  which  will  directly  affect  or  be  directly 
affected  by  or  have  a  bearing  on  the  decision  of  the  Board  of 
Patent  Appeals  and  Interferences  in  the  pending  appeal. 

(3)  Status  of  Claims.  A  statement  of  the  status  of  all  the 
claims,  pending  or  canceled.  If  the  appellant  is  the  patent 
owner,  the  appellant  must  also  identify  the  rejected  claims 
whose  rejection  is  being  appealed.  If  the  appellant  is  a  third 
party  requester,  the  appellant  must  identify  the  claims  that  the 
examiner  has  made  a  determination  favorable  to  patentability, 
which  determination  is  being  appealed. 

(4)  Status  of  Amendments.  A  statement  of  the  status  of  any 
amendment  filed  subsequent  to  the  close  of  prosecution. 

(5)  Summary  of  Invention.  A  concise  explanation  of  the 
invention  or  subject  matter  defined  in  the  claims  involved  in 
the  appeal,  which  shall  refer  to  the  specification  by  column  and 
line  number,  and  to  the  drawing(s),  if  any,  by  reference 
characters. 

(6)  Issues.  A  concise  statement  of  the  issues  presented  for 
review.  No  new  ground  of  rejection  can  be  proposed  by  a  third 
party  requester  appellant. 


(7)  Grouping  of  Claims.  If  the  appellant  is  the  patent  owner, 
for  each  ground  of  rejection  in  the  Right  of  Appeal  Notice 
which  appellant  contests  and  which  applies  to  a  group  of  two 
or  more  claims,  the  Board  of  Patent  Appeals  and  Interferences 
shall  select  a  single  claim  from  the  group  and  shall  decide  the 
appeal  as  to  the  ground  of  rejection  on  the  basis  of  that  claim 
alone  unless  a  statement  is  included  that  the  claims  of  the 
group  do  not  stand  or  fall  together;  and,  in  the  argument  under 
paragraph  (c)(8)  of  this  section,  appellant  explains  why  the 
claims  of  this  group  are  believed  to  be  separately  patentable. 
Merely  pointing  out  differences  in  what  the  claims  cover  is  not 
an  argument  as  to  why  the  claims  are  separately  patentable. 

(8)  Argument.  The  contentions  of  appellant  with  respect  to 
each  of  the  issues  presented  for  review  in  paragraph  (c)(6)  of 
this  section,  and  the  bases  therefor,  with  citations  of  the 
authorities,  statutes,  and  parts  of  the  record  relied  on.  Each 
issue  should  be  treated  under  a  separate,  numbered  heading. 

(i)  For  each  rejection  under  35  U.S.C.  112,  first  paragraph, 
or  for  each  determination  favorable  to  patentability,  including 
a  determination  not  to  make  a  proposed  rejection  under  35 
U.S.C.  112,  first  paragraph,  which  appellant  contests,  the 
argument  shall  specify  the  errors  in  the  rejection  or  the 
determination  and  how  the  first  paragraph  of  35  U.S.C.  112  is 
complied  with,  if  the  appellant  is  the  patent  owner,  or  is  not 
complied  with,  if  the  appellant  is  a  third  party  requester, 
including,  as  appropriate,  how  the  specification  and  draw- 
ing(s),  if  any, 

(A)  Describe,  if  the  appellant  is  the  patent  owner,  or  fail  to 
describe,  if  the  appellant  is  a  third  party  requester,  the  subject 
matter  defined  by  each  of  the  appealed  claims;  and 

(B)  Enable,  if  the  appellant  is  the  patent  owner,  or  fail  to 
enable,  if  the  appellant  is  a  third  party  requester,  any  person 
skilled  in  the  art  to  make  and  use  the  subject  matter  defined  by 
each  of  the  appealed  claims. 

(ii)  For  each  rejection  under  35  U.S.C.  112,  second  para- 
graph, or  for  each  determination  favorable  to  patentability 
including  a  determination  not  to  make  a  proposed  rejection 
under  35  U.S.C.  112,  second  paragraph,  which  appellant 
contests,  the  argument  shall  specify  the  errors  in  the  rejection, 
if  the  appellant  is  the  patent  owner,  or  the  determination,  if  the 
appellant  is  a  third  party  requester,  and  how  the  claims  do,  if 
the  appellant  is  the  patent  owner,  or  do  not,  if  the  appellant  is 
a  third  party  requester,  particularly  point  out  and  distinctly 
claim  the  subject  matter  which  the  inventor  regards  as  the 
invention. 

(iii)  For  each  rejection  under  35  U.S.C.  102  or  for  each 
determination  favorable  to  patentability  including  a  determi- 
nation not  to  make  a  proposed  rejection  under  35  U.S.C.  102 
which  appellant  contests,  the  argument  shall  specify  the  errors 
in  the  rejection,  if  the  appellant  is  the  patent  owner,  or 
determination,  if  the  appellant  is  a  third  party  requester,  and 
why  the  appealed  claims  are,  if  the  appellant  is  the  patent 
owner,  or  are  not,  if  the  appellant  is  a  third  party  requester, 
patentable  under  35  U.S.C.  102,  including  any  specific  hmita- 
tions  in  the  appealed  claims  which  are  or  are  not  described  in 
the  prior  art. 

(iv)  For  each  rejection  under  35  U.S.C.  103  or  for  each 
determination  favorable  to  patentability,  including  a  determi- 
nation not  to  make  a  proposed  rejection  under  35  U.S.C.  103 
which  appellant  contests,  the  argument  shall  specify  the  errors 
in  the  rejection,  if  the  appellant  is  the  patent  owner,  or 
determination,  if  the  appellant  is  a  third  party  requester.  If 
appropriate,  also  state  the  specific  limitations  in  the  appealed 
claims  which  are  or  are  not  described  in  the  prior  art  and 
explain  how  such  limitations  render  the  claimed  subject  matter 
obvious,  if  the  appellant  is  a  third  party  requester,  or  unobvi- 
ous,  if  the  appellant  is  the  patent  owner,  over  the  prior  art.  If 
the  rejection  or  detennination  is  based  upon  a  combination  of 
references,  the  argument  shall  explain  why  the  references, 
taken  as  a  whole,  do  or  do  not  suggest  the  claimed  subject 
matter.  The  argument  should  include,  as  may  be  appropriate, 
an  explanation  of  why  features  disclosed  in  one  reference  may 
or  may  not  properly  be  combined  with  features  disclosed  in 
another  reference.  A  general  argument  that  all  the  limitations 
are  or  are  not  described  in  a  single  reference  does  not  satisfy 
the  requirements  of  this  paragraph. 
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(v)  For  any  rejection  other  than  those  referred  to  in  para- 
graphs (c)(8)(i)  to  (iv)  of  this  section  or  for  each  determination 
favorable  to  patentability,  including  any  detennination  not  to 
make  a  proposed  rejection  other  than  those  referred  to  in 
paragraphs  (c)(8)(i)  to  (iv)  of  this  section  which  appellant 
contests,  the  argument  shall  specify  the  errors  in  the  rejection, 
if  the  appellant  is  the  patent  owner,  or  determination,  if  the 
appellant  is  a  third  party  requester,  and  the  specific  limitations 
in  the  appealed  claims,  if  appropriate,  or  other  reasons,  which 
cause  the  rejection  or  determination  to  be  in  error. 

(9)  Appendix.  An  appendix  containing  a  copy  of  the  claims 
appealed  by  the  appellant. 

(10)  Certificate  of  Service.  A  certification  that  a  copy  of  the 
brief  has  been  served  in  its  entirety  on  all  other  parties  to  the 
reexamination  proceeding.  The  names  and  addresses  of  the 
parties  served  must  be  indicated. 

(d)  If  a  brief  is  filed  which  does  not  comply  with  all  the 
requirements  of  paragraph  (c)  of  this  section,  appellant  will  be 
notified  of  the  reasons  for  non-compliance  and  provided  with 
a  non-  extendable  period  of  one  month  within  which  to  file  an 
amended  brief.  If  the  appellant  does  not  file  an  amended  brief 
during  the  one-month  period,  or  files  an  amended  brief  which 
does  not  overcome  all  the  reasons  for  non-compliance  stated  in 
the  notification,  that  appellant's  appeal  will  stand  dismissed. 

§  1.967  Respondent's  brief  in  inter  partes  reexamination. 

(a)  Respondent(s)  in  an  inter  partes  reexamination  appeal 
may  once,  within  the  time  Umit  for  filing  set  forth  in  §  1.963, 
file  a  respondent  brief  in  triplicate  and  serve  the  brief  on  all 
parties  in  accordance  with  §  1.903.  The  brief  must  be  signed  by 
the  party,  or  the  party's  duly  authorized  attorney  or  agent,  and 
must  be  accompanied  by  the  requisite  fee  set  forth  in  §  1.17(c). 
The  brief  must  state  the  authorities  and  arguments  on  which 
respondent  will  rely.  Any  arguments  or  authorities  not  included 
in  the  brief  will  be  refused  consideration  by  the  Board  of 
Patent  Appeals  and  Interferences,  unless  good  cause  is  shown. 
The  respondent  brief  shall  be  limited  to  issues  raised  in  the 
appellant  brief  to  which  the  respondent  brief  is  directed.  A  third 
party  respondent  brief  may  not  address  any  brief  of  any  other 
third  party. 

(b)  The  respondent  brief  shall  contain  the  following  items 
under  appropriate  headings  and  in  the  order  here  indicated,  and 
may  include  an  appendix  containing  only  those  portions  of  the 
record  on  which  reliance  has  been  made. 

(1)  Real  Party  in  Interest.  A  statement  identifying  the  real 
party  in  interest. 

(2)  Related  Appeals  and  Interferences.  A  statement  identi- 
fying by  number  and  filing  date  all  other  appeals  or  interfer- 
ences known  to  the  respondent,  the  respondent's  legal  repre- 
sentative, or  assignee  (if  any)  which  will  directly  affect  or  be 
directly  affected  by  or  have  a  bearing  on  the  decision  of  the 
Board  of  Patent  Appeals  and  Interferences  in  the  pending 
appeal. 

(3)  Status  of  claims.  A  statement  accepting  or  disputing 
appellant's  statement  of  the  status  of  claims.  If  appellant's 
statement  of  the  status  of  claims  is  disputed,  the  errors  in 
appellant's  statement  must  be  specified  with  particularity. 

(4)  Status  of  amendments.  A  statement  accepting  or  disput- 
ing appellant's  statement  of  the  status  of  amendments.  If 
appellant's  statement  of  the  status  of  amendments  is  disputed, 
the  errors  in  appellant's  statement  must  be  specified  with 
particularity. 

(5)  Summary  of  invention.  A  statement  accepting  or  disput- 
ing appellant's  summary  of  the  invention  or  subject  matter 
defined  in  the  claims  involved  in  the  appeal.  If  appellant's 
summary  of  the  invention  or  subject  matter  defined  in  the 
claims  involved  in  the  appeal  is  disputed,  the  errors  in 
appellant's  summary  must  be  specified. 

(6)  Issues.  A  statement  accepting  or  disputing  appellant's 
statement  of  the  issues  presented  for  review.  If  appellant's 
statement  of  the  issues  presented  for  review  is  disputed,  the 
errors  in  appellant's  statement  must  be  specified.  A  counter 


statement  of  the  issues  for  review  may  be  made.  No  new 
ground  of  rejection  can  be  proposed  by  a  third  party  requester 
respondent. 

(7)  Argument.  A  statement  accepting  or  disputing  the  con- 
tentions of  the  appellant  with  each  of  the  issues.  If  a  contention 
of  the  appellant  is  disputed,  the  errors  in  appellant's  argument 
must  be  specified,  stating  the  basis  therefor,  with  citations  of 
the  authorities,  statutes,  and  parts  of  the  record  relied  on.  Each 
issue  should  be  treated  under  a  separate  heading.  An  argument 
may  be  made  with  each  of  the  issues  stated  in  the  counter 
statement  of  the  issues,  with  each  counter-stated  issue  being 
treated  under  a  separate  heading.  The  provisions  of  §  1.965 
(c)(8)(iii)  and  (iv)  of  these  regulations  shall  apply  to  any 
argument  raised  under  35  U.S.C.  102  or  sec.  103. 

(8)  Certificate  of  Service.  A  certification  that  a  copy  of  the 
respondent  brief  has  been  served  in  its  entirety  on  all  other 
parties  to  the  reexamination  proceeding.  The  names  and 
addresses  of  the  parties  served  must  be  indicated. 

(c)  If  a  respondent  brief  is  filed  which  does  not  comply  with 
all  the  requirements  of  paragraph  (b)  of  this  section,  respon- 
dent will  be  notified  of  the  reasons  for  non-compliance  and 
provided  with  a  non-  extendable  period  of  one  month  within 
which  to  file  an  amended  brief.  If  the  respondent  does  not  file 
an  amended  brief  during  the  one-month  period,  or  files  an 
amended  brief  which  does  not  overcome  all  the  reasons  for 
non-compliance  stated  in  the  notification,  the  respondent  brief 
will  not  be  considered. 

§  1.969  Examiner's  answer  in  inter  partes  reexamination. 

(a)  The  primary  examiner  in  an  inter  partes  reexamination 
appeal  may,  within  such  time  as  directed  by  the  Commissioner, 
furnish  a  written  statement  in  answer  to  the  patent  owner's 
and/or  third  party  requester's  appellant  brief  or  respondent 
brief  including,  as  may  be  necessary,  such  explanation  of  the 
invention  claimed  and  of  the  references,  the  grounds  of 
rejection,  and  the  reasons  for  patentability,  including  grounds 
for  not  adopting  a  proposed  rejection.  A  copy  of  the  answer 
shall  be  supplied  to  all  parties  to  the  reexamination  proceeding. 
If  the  primary  examiner  finds  that  the  appeal  is  not  regular  in 
form  or  does  not  relate  to  an  appealable  action,  he  or  she  shall 
so  state. 

(b)  An  examiner's  answer  may  not  include  a  new  ground  of 
rejection. 

(c)  An  examiner's  answer  may  not  include  a  new  determi- 
nation not  to  make  a  proposed  rejection  of  a  claim. 

(d)  Any  new  ground  of  rejection,  or  any  new  determination 
not  to  make  a  proposed  rejection,  must  be  made  in  an  OfiQce 
action  reopening  prosecution. 

§  1.971  Rebuttal  brief  in  inter  partes  reexamination. 

Within  one  month  of  the  examiner's  answer  in  an  inter 
partes  reexamination  appeal,  any  appellant  may  once  file  a 
rebuttal  brief  in  triplicate.  The  rebuttal  brief  of  the  patent 
owner  may  be  directed  to  the  examiner's  answer  and/or  any 
respondent  brief.  The  rebuttal  brief  of  any  third  party  requester 
may  be  directed  to  the  examiner's  answer  and/or  the  respon- 
dent brief  of  the  patent  owner.  The  rebuttal  brief  of  a  third 
party  requester  may  not  be  directed  to  the  respondent  brief  of 
any  other  third  party  requester.  No  new  ground  of  rejection  can 
be  proposed  by  a  third  party  requester.  The  time  for  filing  a 
rebuttal  brief  may  not  be  extended.  The  rebuttal  brief  must 
include  a  certification  that  a  copy  of  the  rebuttal  brief  has  been 
served  in  its  entirety  on  all  other  parties  to  the  reexamination 
proceeding.  The  names  and  addresses  of  the  parties  served 
must  be  indicated. 

§  1.973  Oral  hearing  in  inter  partes  reexamination. 

(a)  An  oral  hearing  in  an  inter  partes  reexamination  appeal 
should  be  requested  only  in  those  circumstances  in  which  an 
appellant  or  a  respondent  considers  such  a  hearing  necessary  or 
desirable  for  a  proper  presentation  of  the  appeal.  An  appeal 
decided  without  an  oral  hearing  will  receive  the  same  consid- 
eration by  the  Board  of  Patent  Appeals  and  Interferences  as  an 
appeal  decided  after  oral  hearing. 
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(b)  If  an  appellant  or  a  respondent  desires  an  oral  hearing,  he 
or  she  must  file  a  written  request  for  such  hearing  accompanied 
by  the  fee  set  forth  in  §  1.17(d)  within  two  months  after  the 
date  of  the  examiner's  answer.  The  time  for  requesting  an  oral 
hearing  may  not  be  extended. 

(c)  An  oral  argument  may  be  presented  at  oral  hearing  by,  or 
on  behalf  of,  the  primary  examiner  if  considered  desirable  by 
either  the  primary  examiner  or  the  Board  of  Patent  Appeals  and 
Interferences. 

(d)  If  an  appellant  or  a  respondent  has  requested  an  oral 
hearing  and  has  submitted  the  fee  set  forth  in  §  1.17(d),  a 
hearing  date  will  be  set.  and  notice  given  to  all  parties  to  the 
reexamination  proceeding,  as  well  as  the  primary  examiner. 
The  notice  shall  set  a  non-extendable  period  within  which  all 
requests  for  oral  hearing  shall  be  submitted  by  any  other  party 
to  the  appeal  desiring  to  participate  in  the  oral  hearing.  A 
hearing  will  be  held  as  stated  in  the  notice,  and  oral  argument 
will  be  limited  to  thirty  minutes  for  each  appellant  and 
respondent  who  has  requested  an  oral  hearing,  and  twenty 
minutes  for  the  primary  examiner  unless  otherwise  ordered 
before  the  hearing  begins.  No  appellant  or  respondent  will  be 
permitted  to  participate  in  an  oral  hearing  unless  he  or  she  has 
requested  an  oral  hearing  and  submitted  the  fee  set  forth  in  § 
1.17(d). 

(e)  If  no  request  and  fee  for  oral  hearing  have  been  timely 
filed  by  an  appellant  or  a  respondent,  the  appeal  will  be 
assigned  for  consideration  and  decision  on  the  written  record. 

§  1.975  A£Bdavits  or  declarations  after  appeal  in  inter  partes 
reexamination. 

Affidavits,  declarations,  or  exhibits  submitted  after  the  inter 
partes  reexamination  has  been  appealed  will  not  be  admitted 
without  a  showing  of  good  and  sufficient  reasons  why  they 
were  not  earlier  presented. 

§  1.977  Decision  by  the  Board  of  Patent  Appeals  and 
Interferences;  remand  to  examiner  in  inter  partes  reexami- 
nation. 

(a)  The  Board  of  Patent  Appeals  and  Interferences,  in  its 
decision,  may  affirm  or  reverse  each  decision  of  the  examiner 
on  all  issues  raised  on  each  appealed  claim,  or  remand  the 
reexamination  proceeding  to  the  examiner  for  further  consid- 
eration. The  reversal  of  the  examiner's  determination  not  to 
make  a  rejection  proposed  by  the  third  party  requester  consti- 
tutes a  decision  adverse  to  the  patentability  of  the  claims  which 
are  subject  to  that  proposed  rejection  which  will  be  set  forth  in 
the  decision  of  the  Board  of  Patent  Appeals  and  Interferences 
as  a  new  ground  of  rejection  under  paragraph  (b)  of  this 
section.  The  affirmance  of  the  rejection  of  a  claim  on  any  of  the 
grounds  specified  constitutes  a  general  affirmance  of  the 
decision  of  the  examiner  on  that  claim,  except  as  to  any  ground 
specifically  reversed. 

(b)  Should  the  Board  of  Patent  Appeals  and  Interferences 
have  knowledge  of  any  grounds  not  raised  in  the  appeal  for 
rejecting  any  pending  claim,  it  may  include  in  the  decision  a 
statement  to  that  effect  with  its  reasons  for  so  holding,  which 
statement  shall  constitute  a  new  ground  of  rejection  of  the 
claim.  A  decision  which  includes  a  new  ground  of  rejection 
shall  not  be  considered  final  for  purposes  of  judicial  review. 
When  the  Board  of  Patent  Appeals  and  Interferences  makes  a 
new  ground  of  rejection,  the  patent  owner,  within  one  month 
from  the  date  of  the  decision,  must  exercise  one  of  the 
following  two  options  with  respect  to  the  new  ground  of 
rejection  to  avoid  termination  of  the  appeal  proceeding  as  to 
the  rejected  claim: 

(1)  The  patent  owner  may  submit  an  appropriate  amendment 
of  the  claim  so  rejected  or  a  showing  of  facts  relating  to  the 
claim,  or  both. 

(2)  The  patent  owner  may  file  a  request  for  rehearing  of  the 
decision  of  the  Board  of  Patent  Appeals  and  Interferences 
under  §  1.979(a). 

(c)  Where  the  patent  owner  has  responded  under  paragraph 
(b)(1)  of  this  section,  any  third  party  requester,  within  one 
month  of  the  date  of  service  of  the  patent  owner  response,  may 
once  file  comments  on  the  response.  Such  written  comments 


must  be  limited  to  the  issues  raised  by  the  decision  of  the 
Board  of  Patent  Appeals  and  Interferences  and  the  patent 
owner's  response.  Any  third  party  requester  that  had  not 
previously  filed  an  appeal  or  cross  appeal  and  is  seeking  under 
this  subsection  to  file  comments  or  a  reply  to  the  comments  is 
subject  to  the  appeal  and  brief  fees  under  §  1.17(b)  and  (c), 
respectively,  which  must  accompany  the  comments  or  reply. 

(d)  Following  any  response  by  the  patent  owner  under 
paragraph  (b)(1)  of  this  section  and  any  written  comments 
from  a  third  party  requester  under  paragraph  (c)  of  this  section, 
the  reexamination  proceeding  will  be  remanded  to  the  exam- 
iner. The  statement  of  the  Board  of  Patent  Appeals  and 
Interferences  shall  be  binding  upon  the  examiner  unless  an 
amendment  or  showing  of  facts  not  previously  of  record  be 
made  which,  in  the  opinion  of  the  examiner,  overcomes  the 
new  ground  of  rejection.  The  examiner  will  consider  any 
response  under  paragraph  (b)(1)  of  this  section  and  any  written 
comments  by  a  third  party  requester  under  paragraph  (c)  of  this 
section  and  issue  a  determination  that  the  rejection  should  be 
maintained  or  has  been  overcome. 

(e)  Within  one  month  of  the  examiner's  determination 
pursuant  to  paragraph  (d)  of  this  section,  the  patent  owner  or 
any  third  party  requester  may  once  submit  comments  in 
response  to  the  examiner's  determination.  Within  one  month  of 
the  date  of  service  of  comments  in  response  to  the  examiner's 
determination,  any  party  may  file  a  reply  to  the  comments.  No 
third  party  requester  reply  may  address  the  comments  of  any 
other  third  party  requester  reply.  Any  third  party  requester  that 
had  not  previously  filed  an  appeal  or  cross  appeal  and  is 
seeking  under  this  subsection  to  file  comments  or  a  reply  to  the 
comments  is  subject  to  the  appeal  and  brief  fees  under  § 
1.17(b)  and  (c),  respectively,  which  must  accompany  the 
comments  or  reply. 

(f)  After  submission  of  any  comments  and  any  reply 
pursuant  to  paragraph  (e)  of  this  section,  or  after  time  has 
expired,  the  reexamination  proceeding  will  be  returned  to  the 
Board  of  Patent  Appeals  and  Interferences  which  shall  recon- 
sider the  matter  and  issue  a  new  decision.  The  new  decision 
will  incorporate  the  earlier  decision,  except  for  those  portions 
specifically  withdrawn. 

(g)  The  time  period  set  forth  in  paragraph  (b)  of  this  section 
is  subject  to  the  extension  of  time  provisions  of  §  1.956.  The 
time  periods  set  forth  in  paragraphs  (c)  and  (e)  of  this  section 
may  not  be  extended. 

§  1.979  Action  following  decision  by  the  Board  of  Patent 
Appeals  and  Interferences  or  dismissal  of  appeal  in  inter 
partes  reexamination. 

(a)  Parties  to  the  appeal  may  file  a  request  for  rehearing  of 
the  decision  within  one  month  of  the  date  of: 

(1)  The  original  decision  of  the  Board  of  Patent  Appeals  and 
Interferences  under  §  1.977(a), 

(2)  The  original  §  1 .977(b)  decision  under  the  provisions  of 
§  1.977(b)(2), 

(3)  The  expiration  of  the  time  for  the  patent  owner  to  take 
action  under  §  1.977(b)(2),  or 

(4)  The  new  decision  of  the  Board  of  Patent  Appeals  and 
Interferences  under  §  1.977(f). 

(b)  Within  one  month  of  the  date  of  service  of  any  request 
for  rehearing  under  paragraph  (a)  of  this  section,  or  any  further 
request  for  rehearing  under  paragraph  (c)  of  this  section,  any 
party  to  the  appeal  may  once  file  comments  in  opposition  to  the 
request  for  rehearing  or  the  further  request  for  rehearing.  The 
comments  in  opposition  must  be  limited  to  the  issues  raised  in 
the  request  for  rehearing  or  the  further  request  for  rehearing. 

(c)  If  a  party  to  an  appeal  files  a  request  for  rehearing  under 
paragraph  (a)  of  this  section,  or  a  further  request  for  rehearing 
under  this  section,  the  Board  of  Patent  Appeals  and  Interfer- 
ences will  issue  a  decision  on  rehearing.  This  decision  is 
deemed  to  incorporate  the  earlier  decision,  except  for  those 
portions  specifically  withdrawn.  If  the  decision  on  rehearing 
becomes,  in  effect,  a  new  decision,  and  the  Board  of  Patent 
Appeals  and  Interferences  so  states,  then  any  party  to  the 
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appeal  may,  within  one  month  of  the  new  decision,  file  a 
further  request  for  rehearing  of  the  new  decision  under  this 
subsection. 

(d)  Any  request  for  rehearing  shall  state  the  points  believed 
to  have  been  misapprehended  or  overlooked  in  rendering  the 
decision  and  also  state  all  other  grounds  upon  which  rehearing 
is  sought. 

(e)  The  patent  owner  may  not  appeal  to  the  U.S.  Court  of 
Appeals  for  the  Federal  Circuit  under  §  1.983  until  all  parties' 
rights  to  request  rehearing  have  been  exhausted,  at  which  time 
the  decision  of  the  Board  of  Patent  Appeals  and  Interferences 
is  final  and  appealable  by  the  patent  owner. 

(f)  An  appeal  by  a  third  party  requester  is  considered 
terminated  by  the  dismissal  of  the  third  party  requester's 
appeal,  the  failure  of  the  third  party  requester  to  timely  request 
rehearing  under  §  1.979(a)  or  (c),  or  a  final  decision  under  § 
1.979(e).  The  date  of  such  termination  is  the  date  on  which  the 
appeal  is  dismissed,  the  date  on  which  the  time  for  rehearing 
expires,  or  the  decision  of  the  Board  of  Patent  Appeals  and 
Interferences  is  final.  An  appeal  by  the  patent  owner  is 
considered  terminated  by  the  dismissal  of  the  patent  owner's 
appeal,  the  failure  of  the  patent  owner  to  timely  request 
rehearing  under  §  1.979(a)  or  (c),  or  the  failure  of  the  patent 
owner  to  timely  file  an  appeal  to  the  U.S.  Court  of  Appeals  for 
the  Federal  Circuit  under  §  1.983.  The  date  of  such  termination 
is  the  date  on  which  the  appeal  is  dismissed,  the  date  on  which 
the  time  for  rehearing  expires,  or  the  date  on  which  the  time  for 
the  patent  owner's  appeal  to  the  U.S.  Court  of  Appeals  for  the 
Federal  Circuit  expires.  If  an  appeal  to  the  U.S.  Court  of 
Appeals  for  the  Federal  Circuit  has  been  filed,  the  patent 
owner's  appeal  is  considered  terminated  when  the  mandate  is 
received  by  the  Office.  Upon  termination  of  an  appeal,  if  no 
other  appeal  is  present,  the  reexamination  proceeding  will  be 
terminated  and  the  Commissioner  will  issue  a  certificate  under 
§  1.997. 

(g)  The  times  for  requesting  rehearing  under  paragraph  (a) 
of  this  section,  for  requesting  further  rehearing  under  para- 
graph (c)  of  this  section,  and  for  submitting  comments  under 
paragraph  (b)  of  this  section  may  not  be  extended. 

§  1.981  Reopening  after  decision  by  the  Board  of  Patent 
Appeals  and  Interferences  in  inter  partes  reexamination. 

Cases  which  have  been  decided  by  the  Board  of  Patent 
Appeals  and  Interferences  will  not  be  reopened  or  reconsidered 
by  the  primary  examiner  except  under  the  provisions  of  § 
1 .977  without  the  written  authority  of  the  Commissioner,  and 
then  only  for  the  consideration  of  matters  not  already  adjudi- 
cated, sufficient  cause  being  shown. 

Patent  Owner  Appeal  to  the  United  States  Court  of  Appeals  for 
the  Federal  Circuit  in  Inter  Partes  Reexamination 

§  1.983  Patent  owner  appeal  to  the  United  States  Court  of 
Appeals  for  the  Federal  Circuit  in  inter  partes  reexamina- 
tion. 

(a)  The  patent  owner  in  a  reexamination  proceeding  who  is 
dissatisfied  with  the  decision  of  the  Board  of  Patent  Appeals 
and  Interferences  may,  subject  to  §  1.979(e),  appeal  to  the  U.S. 
Court  of  Appeals  for  the  Federal  Circuit.  The  appellant  must 
take  the  following  steps  in  such  an  appeal: 

(1)  In  the  U.  S.  Patent  and  Trademark  Office,  file  a  timely 
written  notice  of  appeal  directed  to  the  Commissioner  in 
accordance  with  §§  1.302  and  1.304;  and 

(2)  In  the  Court,  file  a  copy  of  the  notice  of  appeal  and  pay 
the  fee,  as  provided  for  in  the  rules  of  the  Court. 

Concurrent  Proceedings  Involving  Same  Patent  in  Inter  Partes 
Reexamination 

§  1.985  Notification  of  prior  or  concurrent  proceedings  in 
inter  partes  reexamination. 

(a)  In  any  inter  partes  reexamination  proceeding,  the  patent 
owner  shall  call  the  attention  of  the  Office  to  any  prior  or 
concurrent  proceedings  in  which  the  patent  is  or  was  involved, 
including  but  not  limited  to  interference,  reissue,  reexamina- 
tion, or  litigation  and  the  results  of  such  proceedings. 


(b)  Notwithstanding  any  provision  of  the  rules,  any  person  at 
any  time  may  file  a  paper  in  an  inter  partes  reexamination 
proceeding  notifying  the  Office  of  a  prior  or  concurrent 
proceedings  in  which  the  same  patent  is  or  was  involved, 
including  but  not  limited  to  interference,  reissue,  reexamina- 
tion, or  litigation  and  the  results  of  such  proceedings.  Such 
paper  must  be  hmited  to  merely  providing  notice  of  the  other 
proceeding  without  discussion  of  issues  of  the  current  inter 
partes  reexamination  proceeding.  Any  paper  not  so  limited  will 
be  returned  to  the  sender. 

§  1.987  Suspension  of  inter  partes  reexamination  proceed- 
ing due  to  litigation. 

If  a  patent  in  the  process  of  inter  partes  reexamination  is  or 
becomes  involved  in  litigation,  the  Commissioner  shall  deter- 
mine whether  or  not  to  suspend  the  inter  partes  reexamination 
proceeding. 

§  1.989  Merger  of  concurrent  reexamination  proceedings. 

(a)  If  any  reexamination  is  ordered  while  a  prior  inter  partes 
reexamination  proceeding  is  pending  for  the  same  patent  and 
prosecution  in  the  prior  inter  partes  reexamination  proceeding 
has  not  been  terminated,  a  decision  may  be  made  to  merge  the 
two  proceedings  or  to  suspend  one  of  the  two  proceedings. 
Where  merger  is  ordered,  the  merged  examination  will  nor- 
mally result  in  the  issuance  of  a  single  reexamination  certifi- 
cate under  §  1.997. 

(b)  An  inter  partes  reexamination  proceeding  filed  under  § 
1.913  which  is  merged  with  an  ex  parte  reexamination  pro- 
ceeding filed  under  §  1.510  will  result  in  the  merged  proceed- 
ing being  governed  by  §§  1.902  through  1.997,  except  that  the 
rights  of  any  third  party  requester  of  the  ex  parte  reexamina- 
tion shall  be  governed  by  §§  1.510  through  1.560. 

§  1.991  Merger  of  concurrent  reissue  application  and  inter 
partes  reexamination  proceeding. 

If  a  reissue  apphcation  and  an  inter  partes  reexamination 
proceeding  on  which  an  order  pursuant  to  §  1.931  has  been 
mailed  are  pending  concurrendy  on  a  patent,  a  decision  may  be 
made  to  merge  the  two  proceedings  or  to  suspend  one  of  the 
two  proceedings.  Where  merger  of  a  reissue  application  and  an 
inter  partes  reexamination  proceeding  is  ordered,  the  merged 
proceeding  will  be  conducted  in  accordance  with  §§  1.171 
through  1.179,  and  the  patent  owner  will  be  required  to  place 
and  maintain  the  same  claims  in  the  reissue  application  and  the 
inter  partes  reexamination  proceeding  during  the  pendency  of 
the  merged  proceeding.  In  a  merged  proceeding  the  third  party 
requester  may  participate  to  the  extent  provided  under  §§  1.902 
through  1.997,  except  that  such  participation  shall  be  limited  to 
issues  within  the  scope  of  inter  partes  reexamination.  The 
examiner's  actions  and  any  responses  by  the  patent  owner  or 
third  party  requester  in  a  merged  proceeding  will  apply  to  both 
the  reissue  application  and  the  inter  partes  reexamination 
proceeding  and  be  physically  entered  into  both  files.  Any  inter 
partes  reexamination  proceeding  merged  with  a  reissue  appli- 
cation shall  be  terminated  by  the  grant  of  the  reissued  patent. 

§  1.993  Suspension  of  concurrent  interference  and  inter 
partes  reexamination  proceeding. 

If  a  patent  in  the  process  of  inter  partes  reexamination  is  or 
becomes  involved  in  an  interference,  the  Commissioner  may 
suspend  the  inter  partes  reexamination  or  the  interference.  The 
Commissioner  will  not  consider  a  request  to  suspend  an 
interference  unless  a  motion  under  §  1.635  to  suspend  the 
interference  has  been  presented  to,  and  denied  by,  an  admin- 
istrative patent  judge  and  the  request  is  filed  within  ten  (10) 
days  of  a  decision  by  an  administrative  patent  judge  denying 
the  motion  for  suspension  or  such  other  time  as  the  adminis- 
trative patent  judge  may  set. 

§  1.995  Third  party  requester's  participation  rights  pre- 
served in  merged  proceeding. 

When  a  third  party  requester  is  involved  in  one  or  more 
proceedings,  including  an  inter  partes  reexamination  proceed- 
ing, the  merger  of  such  proceedings  will  be  accomplished  so  as 
to  preserve  the  third  party  requester's  right  to  participate  to  the 
extent  specifically  provided  for  in  these  regulations.  In  merged 
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proceedings  involving  difiFerent  requesters,  any  paper  filed  by 
one  party  in  the  merged  proceeding  shall  be  served  on  all  other 
parties  of  the  merged  proceeding. 

Reexamination  Certificate  in  Inter  Partes  Reexamination 

§  1.997  Issuance  of  inter  partes  reexamination  certificate. 

(a)  Upon  the  conclusion  of  an  inter  partes  reexamination 
proceeding,  the  Commissioner  will  issue  a  certificate  in 
accordance  with  35  U.S.C.  316  setting  forth  the  results  of  the 
inter  partes  reexamination  proceeding  and  the  content  of  the 
patent  following  the  inter  partes  reexamination  proceeding. 

(b)  A  certificate  will  be  issued  in  each  patent  in  which  an 
inter  partes  reexamination  proceeding  has  been  ordered  under 
§  1.931.  Any  statutory  disclaimer  filed  by  the  patent  owner  will 
be  made  part  of  the  certificate. 

(c)  The  certificate  will  be  sent  to  the  patent  owner  at  the 
address  as  provided  for  in  §  1.33(c).  A  copy  of  the  certificate 
will  also  be  sent  to  the  third  party  requester  of  the  inter  partes 
reexamination  proceeding. 

(d)  If  a  certificate  has  been  issued  which  cancels  all  of  the 
claims  of  the  patent,  no  further  Office  proceedings  will  be 
conducted  with  that  patent  or  any  reissue  applications  or  any 
reexamination  requests  relating  thereto. 

(e)  If  the  inter  partes  reexamination  proceeding  is  termi- 
nated by  the  grant  of  a  reissued  patent  as  provided  in  §  1.991, 
the  reissued  patent  will  constitute  the  reexamination  certificate 
required  by  this  section  and  35  U.S.C.  316. 

(f)  A  notice  of  the  issuance  of  each  certificate  under  this 
section  will  be  published  in  the  Official  Gazette. 


November  21,  2000. 


Q.  TODD  DICKINSON 

Under  Secretary  of  Commerce  for 

Intellectual  Property  and  Director  of 

the  United  States  Patent 

and  Trademark  Office 
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^  Change  in  Policy  of  Examiner  Assignment  in 

Ex  Parte  Reexamination  Proceedings  and 

Establishment  of  Patentability  Review 

Conferences  in  Ex  Parte  Reexamination  Proceedings 

Effective  immediately,  the  United  States  Patent  and  Trademark 
Office  (USPTO)  is  implementing  the  following  two  changes  in 
ex  parte  reexamination  practice: 

I.  Examiner  Assignment  Policy:  It  will  be  the  general  policy 
of  the  USPTO  to  assign  ex  parte  requests  for  reexamination  of 
a  patent  to  an  examiner  different  from  the  examiner(s)  who 
examined  the  patent  application. 

II.  Patentability  Review  Conference:  A  "patentability  review 
conference"  will  be  convened  in  each  ex  parte  reexamination 
proceeding  (1)  just  prior  to  issuing  a  final  rejection,  and  (2)  just 
prior  to  issuing  a  Notice  of  Intent  to  Issue  Reexamination 
Certificate  (NIRC). 

These  changes  in  the  policy  of  examiner  assignment  and  the 
introduction  of  the  patentability  review  conference  are  directed 
specifically  to  ex  parte  reexamination  practice,  including  an  ex 
parte  reexamination  proceeding  merged  with  a  reissue  appli- 
cation. They  do  not  apply  to  proceedings  under  the  newly 
enacted  inter  partes  reexamination  statute  nor  to  merged  ex 
parte-inter  partes  reexamination  proceedings.  Similar  policies 
are.  however,  being  considered  for  proceedings  under  the 
recently  enacted  inter  partes  reexamination  statute,  including 
merged  ex  parte-inter  partes  reexamination  proceedings.  See 
Notice  of  proposed  rulemaking.  Rules  to  Implement  Optional 
Inter  Partes  Reexamination  Proceedings,  65  Fed.  Reg.  18154, 
18157-58  (2000),  1234  OG  93,  96  (2000),  Response  to  Issue  4. 
Specific  guidance  as  to  policies,  practices  and  procedures  as 


they  will  apply  to  inter  partes  reexamination  proceedings  will 
be  forthcoming  in  a  separate  O.G.  Notice  to  be  published  in 
conjunction  with  the  final  rules  on  inter  partes  reexamination. 

I.  Examiner  Assignment  Policy  in 
Ex  Parte  Reexamination  Proceedings 

A.  Background 

After  a  request  for  ex  parte  reexamination  is  received  by  the 
USPTO,  the  reexamination  request  is  forwarded  to  the  appro- 
priate Technology  Center  (TC)  and  then  to  the  TC  Art  Unit  in 
which  the  reexamination  proceeding  is  to  be  examined.  Nor- 
mally, the  Art  Unit  that  currently  examines  the  class  and 
subclass  in  which  the  patent  to  be  reexamined  is  currently 
classified  will  conduct  the  reexamination.  The  reexamination 
request  is  then  assigned  by  the  Supervisory  Patent  Examiner 
(SPE)  of  the  Art  Unit  to  an  examiner  familiar  with  the  claimed 
subject  matter  of  the  patent.  That  examiner  will  be  referred  to 
as  the  "examiner  in  charge"  of  the  reexamination. 

Historically,  the  examiner  chosen  by  the  SPE  has  generally 
been  the  original  examiner  who  examined  the  patent  for  which 
reexamination  is  requested.  When  the  original  examiner  has 
been  available,  he  or  she  has  been  presumed  to  be  the  examiner 
most  familiar  with  the  technology  and  prosecution  history  of 
the  patent.  Statistics  compiled  by  the  USPTO  do  not  support 
the  existence  of  any  significant  difference  in  the  rate  of 
reaffirming  the  patentability  of  claims,  whether  the  cases  are 
assigned  to  the  original  examiner  or  to  a  different  examiner. 
The  public,  however,  has  voiced  complaints  that  a  perception 
of  "original  examiner  bias"  exists. 

B.  Implementation  of  New  Examiner  Assignment  Policy  in  Ex 
Parte  Reexamination 

In  view  of  the  public  perception  of  "original  examiner  bias," 
the  USPTO  is  changing  its  practice  for  assigning  ex  parte 
reexamination  requests  to  an  examiner.  Henceforth,  the  general 
policy  of  the  USPTO  will  be  to  assign  all  such  ex  parte 
requests,  which  are  filed  after  the  date  of  this  notice,  to  an 
examiner  different  from  the  examiner(s)  who  examined  the 
patent  application. 

Exceptions  to  this  general  policy  include  cases  where  the  SPE 
is  the  only  Primary  Examiner  in  the  Art  Unit,  or  where  the 
original  examiner  is  the  only  examiner  with  adequate  knowl- 
edge of  the  relevant  technology.  In  the  unusual  case  where 
there  is  a  need  to  assign  the  request  to  the  original  examiner, 
the  assignment  must  be  approved  by  the  TC  Group  Director 
and  so  indicatedin  the  decision  on  the  request  for  reexamina- 
tion order. 

C.  Consequences  of  Inadvertent  Assignment  to  an  "Original 
Examiner" 

Should  a  reexamination  be  inadvertently  assigned  to  an  "origi- 
nal examiner,"  the  patent  owner  or  the  third  party  requester 
who  objects  must  promptly  file  a  paper  alerting  the  USPTO  to 
this  fact.Any  request  challenging  the  assignment  of  an  exam- 
iner to  the  case  must  be  made  within  two  months  of  the  first 
Office  action  or  other  Office  communication  indicating  the 
examiner  assignment,  or  reassignment  will  not  be  considered. 
Reassignment  of  the  reexamination  to  a  different  examiner  will 
be  addressed  on  a  case-by-case  basis.  In  no  event  will  the 
assignment  to  the  original  examiner,  by  itself,  be  grounds  for 
vacating  any  Office  decision(s)  or  action(s)  and  "restarting"  the 
reexamination. 

II.  Patentability  Review  Conferences  in 
Ex  Parte  Reexamination  Proceedings 

A.  Background 

Currently,  reexaminations  are  monitored  by  Special  Program 
Examiners  in  each  Technology  Center.  Prior  to  the  issuance  of 
the  reexamination  certificate,  all  reexamination  proceedings 
are  screened  for  obvious  errors  and  to  ensure  that  the  record 
has  been  prepared  properly.  This  screening  is  currently  per- 
formed in  the  Office  of  Patent  Legal  Administration.  In 
addition,  the  Office  of  Patent  Quality  Review  conducts  a 
patentability  review  in  a  sample  of  reexamination  proceedings. 
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Reexaminations  often  involve  patents  in  litigation,  and  the 
outcome  for  the  patent  owner  and  for  the  patent  challenger  can 
be  dispositive.  The  USPTO  and  the  public  share  the  concern 
that  the  reexaminations  should  be  conducted  at  the  highest 
possible  level  of  quality.  Accordingly,  the  USPTO  will  conduct 
"patentability  review  conferences"  to  enhance  the  quality  of  ex 
parte  reexamination  proceedings.  The  patentability  review 
conferences  will  provide  substantive  review  of  all  the  issues 
before  the  examiner,  thereby  enhancing  objective  analysis  and 
quality  in  the  ex  parte  reexamination  proceeding. 

B.  Implementation  of  Patentabihty  Review  Conference  in  Ex 
Parte  Reexamination: 

Effective  immediately,  a  "patentability  review  conference"  will 
be  convened  in  each  pending  ex  parte  reexamination  proceed- 
ing (1)  just  prior  to  issuing  a  final  rejection,  and  (2)  just  prior 
to  issuing  a  Notice  of  Intent  to  Issue  a  Reexamination 
Certificate  (NIRC).  These  are  the  two  most  critical  events  in 
reexamination  proceedings.  Each  conference  will  provide  a 
forum  to  consider  all  issues  of  patentability  as  well  as 
procedural  issues  having  an  impact  on  patentability. 

C.  Make-up  of  the  Patentability  Review  Conference 

The  patentability  review  conference  will  consist  of  three 
members,  one  of  whom  may  be  the  SPE.  The  first  member  will 
be  the  examiner  in  charge  of  the  proceeding.  The  SPE  will 
select  the  other  two  members,  who  will  be  examiner-conferees. 
The  examiner-conferees  will  be  Primary  Examiners,  or  exam- 
iners who  are  knowledgeable  in  the  technology  of  the  inven- 
tion claimed  in  the  patent  being  reexamined,  and/or  who  are 
experienced  in  reexamination  practice. The  majority  of  those 
present  at  the  conference  will  be  examiners  who  were  not 
involved  in  the  examination  or  issuance  of  the  patent.  An 
"original"  examiner  should  be  chosen  as  a  conferee  only  if  that 
examiner  is  the  most  knowledgeable  in  the  art,  or  there  is  some 
other  specific  and  justifiable  reason  to  choose  an  original 
examiner  as  a  participant  in  the  conference. 

The  patentability  review  conference  will  be  similar  to  the 
appeal  conference  presently  carried  out  prior  to  the  issuance  of 
an  examiner's  answer  following  the  filing  of  a  Notice  of 
Appeal  and  Brief.  See  MPEP  1208.  A  patentabihty  review 
conference  must  be  held  in  each  instance  where  a  final 
rejection  is  about  to  be  issued  in  a  reexamination  proceeding. 
A  patentability  review  conference  must  be  held  in  each 
instance  where  an  NIRC  is  about  to  be  issued,  unless  the  NIRC 
is  being  issued:  (1)  following  and  consistent  with  a  decision  by 
the  Board  of  Patent  Appeals  and  Interferences  on  the  merits  of 
the  proceeding,  or  (2)  as  a  consequence  of  the  patent  owner's 
failure  to  respond  or  take  other  action  where  such  a  response  or 
action  is  necessary  to  maintain  pendency  of  the  proceeding 
and,  as  a  result  of  which  failure  to  respond,  all  of  the  claims 
will  be  canceled.  When  the  patentability  review  conference 
results  in  the  issuance  of  a  final  rejection  or  an  NIRC,  the  two 
conferees  will  place  their  initials,  followed  by  the  word 
"conferee,"  below  the  signature  of  the  examiner.  The  signature 
of  the  examiner  and  initials  of  the  conferees  on  the  resulting 
Ofi&ce  action  will  reflect  that  the  patentability  review  confer- 
ence has  been  conducted. 

D.  Consequences  of  Failure  to  Hold  Conference 

Should  the  examiner  issue  a  final  rejection  or  NIRC  without 
holding  a  patentability  review  conference,  the  patent  owner  or 
the  third  party  requester  who  wishes  to  object  must  promptly 
file  a  paper  alerting  the  USPTO  of  this  fact.  Any  challenge  of 
the  failure  to  hold  a  patentability  review  conference  must  be 
made  within  two  months  of  the  Office  action,  or  the  challenge 
will  not  be  considered.  Convening  the  conference  to  reconsider 
the  examiner's  decision  will  be  addressed  on  a  case-by-case 
basis.  In  no  event  will  the  failure  to  hold  a  review  conference, 
by  itself,  be  grounds  for  vacating  any  Office  decision(s)  or 
action(s)  and  "restarting"  the  reexamination  proceeding. 

E.  Discussion 

Review  of  the  patentability  of  the  claims  by  more  than  one 
Primary  Examiner  should  diminish  the  perception  that  the 
patent  owner  can  disproportionately  influence  the  examiner  in 
charge  of  the  proceeding.  The  conference  will  also  provide 
greater  assurance  that  all  matters  will  be  addressed  appropri- 


ately. All  issues  in  the  proceeding  will  be  viewed  from  the 
perspectives  of  three  examiners.  What  the  examiner  in  charge 
of  the  proceeding  might  have  missed,  the  other  two  conference 
members  would  likely  detect.  The  conference  will  provide  for 
a  comprehensive  discussion  of,  and  finding  for,  each  issue.  The 
present  initiative  limits  the  use  of  the  multiple  examiner 
conference  review  to  the  two  most  critical  points  in  the 
proceeding:  (1)  where  the  examiner  decides  whether  to  issue  a 
final  rejection  of  claims,  and  (2)  where  the  examiner  decides 
whether  to  issue  an  NIRC  to  confirm  or  allow  claims.  Thus, 
this  initiative  provides  the  advantage  that  the  proceeding  will 
be  looked  at  by  three  "pairs  of  eyes"  at  the  most  important 
points  in  the  reexamination,  without  expending  an  inordinate 
amount  of  resources  and  without  unduly  delaying  the  proceed- 
ing. 

Incorporation  into  the  Manual  of  Patent  Examining  Procedure 
(MPEP): 

The  "Examiner  Assignment  Policy"  and  "Patentability  Review 
Conference"  initiatives,  as  well  as  their  particulars,  will  be 
incorporated  into  the  MPEP  in  due  course. 

Inquiries: 

Inquiries  regarding  this  matter  should  be  directed  to  Kenneth 
M.  Schor,  Senior  Legal  Advisor,  Office  of  Patent  Legal 
Administration: 

By  e-mail:  kenneth.schor@uspto.gov 

By  telephone:  (703)  308-6710 


By  FAX: 
By  mail: 
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(703)  872-9408,  marked  to  the 
attention  of  Kenneth  M.  Schor 

United  States  Patent  and  Trademark 
Office 
Box  Comments— Patents 
Commissioner  for  Patents 
Washington,  D.C.  20231 
Attention:  Kenneth  M.  Schor 

Q.  TODD  DICKINSON 

Under  Secretary  of  Commerce  for 

Intellectual  Property  and  Director  of  the 

United  States  Patent  and  Trademark  Office 
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Treatment  of  Non-Conforming  Requests 
to  Revoke  or  Invalidate  U.S.  Patents 


The  Patent  and  Trademark  Office  (PTO)  has  received  an 
extremely  large  number  of  contemporaneously  filed  form 
letters  requesting  that  certain  U.S.  patents  be  revoked  or 
invalidated.  These  form  letters,  while  identifying  U.S.  patents 
which  are  believed  to  be  invalid,  do  not  include  any  prior  art 
patents  and/or  printed  publications  to  support  such  belief. 

The  bases  for  challenging  patentability  within  the  PTO  are: 

(1)  Submission  of  a  protest  under  37  CFR  1.291; 

(2)  Submission  of  prior  art  under  35  U.S.C.  301;  and 

(3)  Submission  of  a  third  party  reexamination  request  under 
35  U.S.C.  302. 

These  form  letters  do  not  comport  with  any  one  of  the  bases 
for  challenging  patentability  within  the  PTO.  To  respond 
individually  to  these  form  letters  (by  pointing  out  deficiencies 
and  forwarding  them  to  the  patentee)  would  be  unduly  bur- 
densome to  the  PTO.  Therefore,  these  form  letters  will  not  be 
responded  to  individually  and  will  not  be  placed  in  the  patent 
files. 


August  17,  1998 


STEPHEN  G.  KUNIN 

Deputy  Assistant  Commissioner 

For  Patent  Policy  and  Projects 
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Notice  of  Change  in  Publishing  of 

Patents  and  Patent  Application 
Publications  with  Sequence  Listings 


Applications  containing  long  nucleotide  and/or  amino  acid 
sequences  or  large  numbers  of  such  sequences  are  very  difficult 
for  the  United  States  Patent  and  Trademark  Office  (USPTO)  to 
publish  as  part  of  patents  and  patent  appUcation  publications. 
Accordingly,  this  notice  addresses  certain  changes  to  the 
USPTO' s  printing  policies  that  have  been  made  in  order  to 
resolve  those  difficulties. 

Due  to  the  high  cost  and  limited  usefulness  of  the  printed 
paper  or  composed  electronic  image  versions  of  nucleotide 
and/or  amino  acid  sequences,  if  the  "Sequence  Listing"  portion 
is  lengthy  (i.e.,  at  least  600  Kb  (about  300  typed  pages)),  it  will 
no  longer  be  printed  with  the  paper  and  composed  electronic 
image  (page  image)  versions  of  patents  and  patent  application 
publications  and  will  only  be  published  in  electronic  form.  The 
"Sequence  Listing"  will  be  published  in  electronic  form  by 
being  available  on  the  USPTO  sequence  homepage  (http:// 
seqdata.uspto.gov)  as  an  ASCII  text  file.  The  page-image 
products  affected  by  this  change  are  Patent  Images  on  the  Web 
(PIW).  Application  Images  on  the  Web  (AIW),  all  Yellow 
Book  (magnetic  tape)  products,  USAPat  (DVD-ROM),  US- 
AApp  (DVD-ROM),  and  monthly  subclass  subscriptions  (pa- 
per). 

If  the  "Sequence  Listing"  is  not  included  in  the  page  images 
of  a  patent  or  patent  application  publication,  a  standardized 
statement  will  appear.  Additionally,  in  the  electronic  text 
version  of  the  patent  or  patent  application  publication,  the 
statement  will  include  an  active  hyperlink  to  a  web  page 
containing  the  "Sequence  Listing."  The  standardized  statement 
for  a  patent  will  read,  for  example: 

SEQUENCE  LISTING 

The  patent  contains  a  lengthy  "Sequence  Listing"  section.  A  copy  of  the 
"Sequence  Listing"  is  available  in  electronic  form  from  the  USPTO  web 
site  (http://seqdata.uspto. gov/sequence. html?DocID=6 1 83957B 1 ).  An 
electronic  copy  of  the  "Sequence  Listing"  will  also  be  available  from 
the  USPTO  upon  request  and  payment  of  the  fee  set  forth  in  37  CFR 
1.19(b)(3). 

The  standardized  statement  for  a  patent  application  publica- 
tion will  read,  for  example: 

SEQUENCE  LISTING 

The  patent  application  contains  a  lengthy  "Sequence  Listing"  sec- 
tion. A  copy  of  the  "Sequence  Listing"  is  available  in  electronic  form 
from  the  USPTO  web  site  (http://seqdata.uspto.gov/sequence.html- 
?DocID=200 10000241).  An  electronic  copy  of  the  "Sequence  Listing" 
will  also  be  available  from  the  USPTO  upon  request  and  payment  of  the 
fee  set  forth  in  37  CFR  1.19(b)(3). 

The  web  site  http://seqdata.uspto.gov  includes  the  sequences 
from  several  patents  and  one  publication  for  test  purposes,  but 
the  patents  and  the  publication  do  not  include  the  paragraph 
above  because  they  were  printed  before  the  effective  date  of 
this  change  in  procedure. 

Patent  and  patent  apphcation  publications  available  through 
subscription  (delivered  via  FTP  or  on  DLT)  will  continue  to 
include  the  "Sequence  Listing,"  although  lengthy  "Sequence 
Listings"  may  not  be  in  the  same  file  as  the  patent  or  patent 
application  publication. 

Call  (703)  306-2600  for  further  information  about  the  avail- 
ability of  patent  information  through  subscriptions.  Weekly 
issue  patent  front-page  data  available  for  download  at  http:// 
www.uspto.gov/web/menu/patdata.html  does  not  currently  in- 
clude "Sequence  Listings"  and  will  continue  to  not  include 
"Sequence  Listings." 

Sequence  data  may  also  be  accessed  in  a  more  readily 
searchable  manner  from  the  National  Center  for  Biotechnology 
Information  (NCBI)  at  http://www.ncbi.nlm.nih.gov  or  from  a 
commercial  vendor.  The  USPTO  forwards  a  copy  of  the 
sequence  data  to  NCBI  when  a  patent  including  a  "Sequence 
Listing"  is  granted,  and  when  an  application  containing  a 
sequence  is  published  pursuant  to  35  U.S.C.  §  122(b).  If 
NCBI  elects  to  include  the  sequence  data  in  one  of  its 
databases.  NCBI  indexes  the  sequence  data  according  to  patent 
or  patent  application  publication  number.  There  is  currently  no 
fee  for  the  public  to  use  the  NCBI  site. 


Neither  the  paper  copies  of  patents  and  patent  appUcation 
pubhcations  that  are  in  the  search  rooms  nor  those  sold  through 
the  Office  of  Public  Records,  Document  Services  Division,  will 
include  a  sequence  listing  if  the  sequence  listing  is  not 
included  in  the  composed  electronic  image  (Patent  Image  or 
Yellow  Book)  version  of  the  patent  or  patent  application 
publication.  The  pubhc  can  obtain  an  electronic  copy  of  the 
"Sequence  Listing"  through  the  Document  Services  Division 
for  a  separate  fee  as  set  forth  in  37  CFR  1.19(b)(3).  The  patent 
mailed  to  applicant  will  include  a  copy  of  the  patent  on  paper 
and  a  copy  of  the  sequence  listing  on  an  electronic  medium 
(e.g.,  compact  disc),  if  the  "Sequence  Listing"  is  not  printed  in 
the  patent. 

Any  advance  copy  of  such  a  patent  and  any  copy  used  as  a 
reference  in  an  Office  action  will  include  only  the  paper  portion 
of  the  document.  If  an  applicant  requires  an  electronic  copy  of 
a  "Sequence  Listing"  that  was  not  printed  in  the  document, 
applicant  must  specifically  request  and  pay  for  the  electronic 
copy.  Document  Services  Division  may  be  accessed  through 
https://www3.uspto.gov/oems25p/.  by  telephone  at  (703)  308- 
9726  or  (800)  972-6382,  or  by  facsimile  at  (703)  308-7048. 

Questions  regarding  this  change  in  practice  should  be 
directed  to  Karin  Tyson,  Senior  Legal  Advisor,  Office  of  Patent 
Legal  Administration,  Office  of  the  Deputy  Commissioner  for 
Patent  Examination  Policy,  by  facsimile  at  (703)  872-9411,  by 
telephone  at  (703)  306-3159,  or  by  e-mail  at 
karin.tyson@uspto.gov. 


August  17,  2001 


NICHOLAS  P  GODICI 

Acting  Under  Secretary  of 

Commerce  for  Intellectual  Property 

and  Acting  Director  of  the 

United  States  Patent  and 

Trademark  Office 

[1250  OG  70] 


(94)  DEPARTMENT  OF  COMMERCE 

United  States  Patent  and  Trademark  Office 

37  CFR  Part  1 

[Docket  No.  010208033-1033-01] 

RIN  0651.AB33 

Changes  to  the  Time  Period  for  Making  any  Necessary 
Deposit  of  Biological  Material 

AGENCY:  United  States  Patent  and  Trademark  Office,  Com- 
merce. 

ACTION:  Final  rule. 

SUMMARY:  In  a  rulemaking  to  implement  the  Patent  Busi- 
ness Goals,  the  United  States  Patent  and  Trademark  Office 
(Office)  proposed  a  change  to  the  time  period  within  which  a 
deposit  of  biological  material  (if  needed)  must  be  made.  The 
Office  held  this  proposed  change  in  abeyance  pending  consid- 
eration of  a  study  by  the  Comptroller  General  of  the  potential 
risks  to  the  United  States  biotechnology  industry  relating  to 
biological  deposits  as  required  by  the  American  Inventors 
Protection  Act  of  1999.  The  Office  is  now,  after  consideration 
of  this  study,  adopting  a  change  to  the  time  period  within 
which  a  deposit  of  biological  material  (if  needed)  must  be 
made  and  the  depository  information  added  to  the  specifica- 
tion. 

EFFECTIVE  DATE:  This  change  is  effective  for  any  appli- 
cation in  which  a  Notice  of  Allowability  is  mailed  on  or  after 
June  21,  2001. 

FOR  FURTHER  INFORMATION  CONTACT:  Robert  W 
Bahr,  Karin  L.  Tyson,  or  Robert  A.  Clarke  by  telephone  at 
(703)  308-6906,  or  by  mail  addressed  to:  Box  Comments — 
Patents,  Commissioner  for  Patents,  Washington,  D.C.  20231, 
or  by  facsimile  to  (703)  872-9411,  marked  to  the  attention  of 
Robert  W.  Bahr. 

SUPPLEMENTARY  INFORMATION:  In  October  of  1999, 
the  Office  proposed  a  number  of  changes  to  the  rules  of 
practice  in  title  37  of  the  Code  of  Federal  Regulations  to 
implement  the  Patent  Business  Goals.  See  Changes  to  Imple- 


1280  OG  146 
(94) 


OFFICIAL  GAZETTE 


March  2,  2004 


ment  the  Patent  Business  Goals.  64  FR  53771  (Oct.  4,  1999), 
1228  Off.  Gaz.  Pat.  Office  15  (Nov.  2,  1999)  (Proposed  Rule). 
Among  the  proposed  changes  was  a  proposal  to  amend  § 
1.809  to  revise  the  time  period  within  which  a  deposit  of 
biological  material  (if  needed)  must  be  made  and  the  deposi- 
tory information  added  to  the  specification.  See  Changes  to 
Implement  the  Patent  Business  Goals.  64  FR  53814,  53842, 
1228  Off.  Gaz.  Pat.  Office  52,  78-79. 

The  American  Inventors  Protection  Act  of  1999  (Title  IV  of  the 
Intellectual  Property  and  Communications  Omnibus  Reform 
Act  of  1999  (S.  1948)  as  introduced  in  the  106th  Congress  on 
November  17,  1999)  was  incorporated  and  enacted  into  law  on 
November  29,  1999,  by  §  1000(a)(9),  Division  B,  of  Pub.  L. 
106-113,  113  Stat.  1501  (1999).  Section  4805  of  the  American 
Inventors  Protection  Act  of  1999  provides  that  the  Comptroller 
General  (in  consultation  with  the  Office)  shall  conduct  a  study 
and  submit  a  report  to  Congress  on  the  potential  risks  to  the 
United  States  biotechnology  industry  relating  to  deposits  of 
biological  material  in  support  of  biotechnology  patents,  and 
that  the  Office  shall  consider  the  recommendations  of  such 
study  in  drafting  regulations  affecting  deposits  of  biological 
material  (including  any  modification  of  §  1.801  et  seq.). 
Therefore,  the  Office  held  its  proposed  change  to  §  1.809  in 
abeyance  pending  the  completion  of  the  study.  See  Changes  to 
Implement  the  Patent  Business  Goals.  65  FR  54603,  54651 
(Sept.  8,  2000),  1238  OS.  Gaz.  Pat.  Office  77,  118-19  (Sept. 
19,  2000)  (Final  Rule). 

The  study  required  by  §  4805  of  the  American  Inventors 
Protection  Act  of  1999  was  completed  in  October  of  2000.  See 
Deposits  of  Biological  Materials  in  Support  of  Certain  Patent 
Applications.  GAO-01-49  (Oct.  2000).  This  report  may  be 
obtained:  (1)  by  mail  addressed  to  U.S.  General  Accounting 
Office,  PO.  Box  37050,  Washington,  D.C.  20013;  (2)  in  person 
by  visiting  Room  1100,  700  4th  Street,  N.W.  (Comer  of  4th 
Street  and  G  Street,  N.W.),  U.S.  General  Accounting  Office, 
Washington,  D.C,  (3)  by  telephone  at  (202)  512-6000,  fac- 
simile at  (202)  512-6061,  or  TDD  (202)  512-2537;  or  (4)  via 
the  General  Accounting  Office's  Internet  Web  site  at  http:// 
www.gao.gov.  The  study  did  not  contain  any  recommendations 
related  to  the  Office's  proposal  to  amend  §  1.809  to  revise  the 
time  period  within  which  a  deposit  of  biological  material  (if 
needed)  must  be  made.  Therefore,  the  Office  is  now  revising 
§  1.809  based  upon  its  October  1999  proposal. 

Discussion  of  Specific  Rules 

Title  37  of  the  Code  of  Federal  Regulations,  Part  1 ,  is  amended 
as  follows: 

Section  1.136:  Section  1.136(c)  is  amended  to  add  the  period 
for  making  a  deposit  set  under  §  1.809(c)  to  the  time  periods 
that  are  not  extendable  under  §  1.136  if  an  appUcant  is 
notified  in  a  "Notice  of  Allowability"  that  an  application  is 
otherwise  in  condition  for  allowance,  or  in  an  Office  action 
having  a  mail  date  on  or  after  the  mail  date  of  the  "Notice  of 
Allowability." 

Section  1.809:  Section  1.809(b)  is  amended  to  change  "re- 
spond"  to   "reply"   (see   §    1.111),   and   to   eliminate   the 
language  relating  to  payment  of  the  issue  fee. 

Section  1.809(c)  is  amended  to:  (1)  provide  that  if  an  applica- 
tion for  patent  is  otherwise  in  condition  for  allowance  except 
for  a  needed  deposit  and  the  Office  has  received  a  written 
assurance  that  an  acceptable  deposit  will  be  made,  applicant 
will  be  notified  and  given  a  period  of  time  within  which  the 
deposit  must  be  made  in  order  to  avoid  abandonment;  (2) 
provide  that  this  time  period  is  not  extendable  under  § 
1.136(a)  or  (b)  if  set  forth  in  a  "Notice  of  Allowability"  or  in 
an  Office  action  having  a  mail  date  on  or  after  the  mail  date  of 
a  "Notice  of  Allowability"  (see  §  1.136(c));  and  (3)  eUminate 
the  language  stating  that  failure  to  make  a  needed  deposit  will 
result  in  abandonment  for  failure  to  prosecute,  because  aban- 
donment for  failure  to  prosecute  occurs  by  operation  of  law 
when  an  applicant  fails  to  timely  comply  with  such  a  require- 
ment (see  35  U.S.C.  133).  If  an  application  for  patent  is 
otherwise  in  condition  for  allowance  except  for  a  needed 
deposit,  the  Office  will  notify  applicant  in  the  "Notice  of 
Allowability"  that  a  deposit  is  required,  and  the  "Notice  of 
Allowability"  will  set  a  three-month  (non-extendable)  period 
within  which  the  deposit  must  be  made  in  order  to  avoid 
abandonment  of  the  application. 


Section    1.809(e)   is   added   to   remind   applicants   that  the 
amendment  required  by  §  1.809(d)  must  be  filed  before  or 
with  the  payment  of  the  issue  fee.  The  rules  of  practice  no 
longer  permit  amendments  to  be  filed  after  payment  of  the 
issue  fee.  See  §  1.312.  Therefore,  appUcants  need  to  make 
any  necessary  deposit  of  biological  material  well  prior  to 
payment  of  the  issue  fee  such  that  the  accession  number  is 
received  with  sufficient  time  remaining  to  amend  the  specifi- 
cation as  required  by  §  1.809(d)  on  or  before  the  date  the 
issue  fee  is  paid.  If  the  amendment  required  by  §  1.809(d)  is 
not  filed  before  or  with  the  payment  of  the  issue  fee,  applicant 
will  need  to  submit  the  amendment  with  a  petition  under  § 
1.183  to  waive  the  requirement  of  §  1.312  that  any  amend- 
ment after  the  mailing  of  a  notice  of  allowance  be  filed  before 
or  with  the  payment  of  the  issue  fee  so  as  to  permit  entry  of  the 
amendment  required  by  §  1.809(d). 

Finally,  applicants  are  encouraged  to  make  the  deposit  when 
filing  the  patent  application  in  order  to  avoid  possible  loss  of 
the  U.S.  filing  date  in  other  countries.  See  Manual  of  Patent 
Examining  Procedure  §  2406.03  (July  1998). 

Classification 

Administrative  Procedure  Act:  This  final  rule  only  changes 
the  time  period  within  which  a  deposit  under  §  1.801  et  seq. 
must  be  filed  (if  needed).  Therefore,  this  change  concerns  only 
rules  of  Office  procedure,  and  prior  notice  and  an  opportunity 
for  public  comment  for  this  change  is  not  required  pursuant  to 
5  U.S.C.  553(b)(A),  or  any  other  law.  However,  a  notice  of 
proposed  rulemaking  was  published  in  the  Federal  Register 
and  the  Official  Gazette,  and  no  comments  on  the  proposed 
change  were  received.  See  Changes  to  Implement  the  Patent 
Business  Goals.  64  FR  53771  (Oct.  4,  1999),  1228  Off.  Gaz. 
Pat.  Office  15  (Nov.  2.  1999)  (Proposed  Rule). 

Regulatory  Flexibility  Act:  The  Assistant  General  Counsel  for 
Legislation  and  Regulation  of  the  Department  of  Commerce 
certified  to  the  Chief  Counsel  for  Advocacy  of  the  Small 
Business  Administration  that  this  rule  will  not  have  a  signifi- 
cant economic  impact  on  a  substantial  number  of  small 
entities.  No  comments  were  received  regarding  the  economic 
impact  of  this  rule.  As  a  result,  no  regulatory  flexibihty 
analysis  was  prepared. 

Executive  Order  13132:  This  final  rule  does  not  contain 
policies  with  federalism  implications  sufficient  to  warrant 
preparation  of  a  Federalism  Assessment  under  Executive  Order 
13132  (August  4,  1999). 

Executive  Order  12866:  This  final  rule  has  been  determined 
to  be  not  significant  for  purposes  of  Executive  Order  12866 
(September  30,  1993). 

Paperwork  Reduction  Act:  This  final  rule  involves  informa- 
tion collection  requirements  which  are  subject  to  review  by  the 
Office  of  Management  and  Budget  (0MB)  under  the  Paper- 
work Reduction  Act  of  1995  (44  U.S.C.  3501  et  seq.).  The 
collection  of  information  involved  in  this  final  rule  has  been 
reviewed  and  previously  approved  by  OMB  under  the  follow- 
ing control  number  0651-0022.  The  United  States  Patent  and 
Trademark  Office  is  not  resubmitting  an  information  collection 
package  to  OMB  for  its  review  and  approval  because  the 
changes  in  this  final  rule  do  not  affect  the  information 
collection  requirements  associated  with  the  information  col- 
lection under  OMB  control  number  0651-0022. 

The  title,  description  and  respondent  description  of  this  infor- 
mation collection  is  shown  below  with  an  estimate  of  the 
annual  reporting  burdens.  Included  in  the  estimate  is  the  time 
for  reviewing  instructions,  gathering  and  maintaining  the  data 
needed,  and  completing  and  reviewing  the  collection  of  infor- 
mation. The  principal  impact  of  the  changes  in  this  final  rule  is 
a  change  in  the  time  period  for  filing  a  deposit  under  §  1.801 
et  seq.  (if  needed). 

OMB  Number:  0651-0022. 

Title:  Deposit  of  Biological  Materials  for  Patent  Purposes. 

Form  Numbers:  None. 

Type  of  Review:  Routine  submission. 

Affected  Public:  Individuals  or  Households,  State  or  Local 
Governments,  Farms,  Business  or  Other  For-Profit,  Federal 
Agencies  or  Employees,  Not-for-Profit  Institutions,  Small 
Businesses  or  Organizations. 


March  2,  2004 


U.S.  PATENT  AND  TRADEMARK  OFFICE 


1280  OG  147 
(95) 


Estimated  Number  of  Respondents:  3,300. 

Estimated  Time  Per  Response:  1.0  hour. 

Estimated  Total  Annual  Burden  Hours:  3,300  hours. 

Needs  and  Uses:  Information  on  depositing  of  biological 
materials  in  depositories  is  required  for  (1)  Office  determina- 
tion of  compliance  with  the  patent  statute  where  the  invention 
sought  to  be  patented  relies  on  biological  material  subject  to 
deposit  requirement,  which  includes  notifying  interested  mem- 
bers of  the  public  where  to  obtain  samples  of  deposits,  and  (2) 
depositories  desiring  to  be  recognized  as  suitable  by  the  Office. 

Comments  are  invited  on:  (1)  whether  the  collection  of 
information  is  necessary  for  proper  performance  of  the  func- 
tions of  the  agency;  (2)  the  accuracy  of  the  agency's  estimate 
of  the  burden;  (3)  ways  to  enhance  the  quality,  utility,  and 
clarity  of  the  information  to  be  collected;  and  (4)  ways  to 
minimize  the  burden  of  the  collection  of  information  to 
respondents. 

Interested  persons  are  requested  to  send  comments  regarding 
these  information  collections,  including  suggestions  for  reduc- 
ing this  burden,  to  Robert  J.  Spar,  Director,  Office  of  Patent 
Legal  Administration,  United  States  Patent  and  Trademark 
Office,  Washington,  D.C.  20231,  or  to  the  Office  of  Informa- 
tion and  Regulatory  Affairs,  0MB,  725  17th  Street,  N.W., 
Washington,  D.C.  20503,  (Attn:  PTO  Desk  Officer). 

Notwithstanding  any  other  provision  of  law,  no  person  is 
required  to  respond  to  nor  shall  a  person  be  subject  to  a  penalty 
for  failure  to  comply  with  a  collection  of  information  subject  to 
the  requirements  of  the  Paperwork  Reduction  Act  unless  that 
collection  of  information  displays  a  currently  valid  0MB 
control  number. 

List  of  Subjects 

37  CFR  Part  1 

Administrative  practice  and  procedure.  Courts,  Freedom  of 
Information,  Inventions  and  patents.  Reporting  and  record 
keeping  requirements,  Small  Businesses. 

For  the  reasons  set  forth  in  the  preamble,  37  CFR  Part  1  is 
amended  as  follows: 

PART  1— RULES  OF  PRACTICE  IN  PATENT  CASES 

I.  The  authority  citation  for  37  CFR  Part  1  continues  to  read  as 
follows: 

Authority:  35  U.S.C.  2(b)(2). 

•  Section  1.136  is  amended  by  revising  paragraph  (c)  to  read  as 
follows: 

§  1.136  Extensions  of  time. 

;{:    :>^    :^    :f:    :^ 

(c)  If  an  applicant  is  notified  in  a  "Notice  of  Allowability" 
that  an  application  is  otherwise  in  condition  for  allowance,  the 
following  time  periods  are  not  extendable  if  set  in  the  "Notice 
of  Allowability"  or  in  an  Office  action  having  a  mail  date  on  or 
after  the  mail  date  of  the  "Notice  of  Allowability": 

(1)  The  period  for  submitting  an  oath  or  declaration  in 
comphance  with  §  1.63; 

(2)  The  period  for  submitting  formal  drawings  set  under  § 
1.85(c);  and 

(3)  The  period  for  making  a  deposit  set  under  §  1.809(c). 

•  Section  1.809  is  amended  by  revising  paragraphs  (b)  and  (c) 
and  adding  paragraph  (e)  to  read  as  follows: 

§  1.809  Examination  procedures. 

(b)  The  applicant  for  patent  or  patent  owner  shall  reply  to  a 
rejection  under  paragraph  (a)  of  this  section  by — 

(1)  In  the  case  of  an  applicant  for  patent,  either  making  an 
acceptable  original,  replacement,  or  supplemental  deposit,  or 
assuring  the  Office  in  writing  that  an  acceptable  deposit  will  be 
made;  or,  in  the  case  of  a  patent  owner,  requesting  a  certificate 
of  correction  of  the  patent  which  meets  the  terms  of  paragraphs 
(b)  and(c)of  §  1.805,  or 


(2)  Arguing  why  a  deposit  is  not  needed  under  the  circum- 
stances of  the  application  or  patent  considered  and/or  why  a 
deposit  actually  made  should  be  accepted.  Other  replies  to  the 
examiner's  action  shall  be  considered  nonresponsive.  The 
rejection  will  be  repeated  until  either  paragraph  (b)(1)  of  this 
section  is  satisfied  or  the  examiner  is  convinced  that  a  deposit 
is  not  needed. 

(c)  If  an  application  for  patent  is  otherwise  in  condition  for 
allowance  except  for  a  needed  deposit  and  the  Office  has 
received  a  written  assurance  that  an  acceptable  deposit  will  be 
made,  applicant  will  be  notified  and  given  a  period  of  time 
within  which  the  deposit  must  be  made  in  order  to  avoid 
abandonment.  This  time  period  is  not  extendable  under  § 
1.136(a)  or  (b)  if  set  forth  in  a  "Notice  of  Allowability"  or  in 
an  Office  action  having  a  mail  date  on  or  after  the  mail  date  of 
a  "Notice  of  Allowability"  (see  §  1.136(c)). 


(e)  Any  amendment  required  by  paragraphs  (d)(1),  (d)(2)  or 
(d)(4)  of  this  section  must  be  filed  before  or  with  the  payment 
of  the  issue  fee  (see  §  1.312). 


April  18,  2001 


NICHOLAS  P  GODICI 

Acting  Under  Secretary  of 

Commerce  for  Intellectual  Property 

and  Director  of  the  United  States 

Patent  and  Trademark  Office 
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t(^^\  Biosequence  Internet  Filing 

Related  to:  37  CFR  1.824  Form  and  Format  for 

Nucleotide  and/or  Amino  Acid  Sequence  Submissions 

in  Computer  Readable  Form 

Description; 

This  electronic  fihng  project  represents  the  first  public  release 
of  an  electronic  filing  system  (EFS)  to  test  direct  electronic 
submission  of  application  information  to  the  U.S.  Patent  and 
Trademark  Office.  It  is  called  EFS  BIO  and  it  is  focused  on 
computer  readable  amino  acid  and/or  nucleotide  sequence 
listings.  It  moves  the  USPTO  closer  to  attaining  the  goal  of 
electronic  filing  of  all  patent  application  submissions  by  2003. 

The  sequence  listing(s)  to  be  transmitted  electronically  via  the 
Internet  will  correspond  only  to  biotechnology  patent  utility 
applications  already  filed  in  USPTO  on  paper  under  current 
rules  in  Title  37  C.RR.  §  1.821-1.825. 

The  electronic  filing  system  will  provide  a  mechanism  for 
certain  qualified  patent  applicants  and  certain  practitioners  to 
conduct  a  'real  time'  electronic  filing  of  the  computer  readable 
form  (CRF)  of  the  amino  acid  and/or  nucleotide  sequence 
listing  required  in  a  pending  paper  biotechnology  patent 
application.  The  electronic  filing  system  provides  "real  time" 
feedback  to  the  filer  acknowledging  the  USPTO 's  receipt  of 
the  CRF  copy  of  the  sequence  listing.  The  system  will 
accommodate  input  created  by  a  sequence  listing  authoring 
tool,  Patentin,  as  well  as  accommodate  input  created  by  other 
standard  methods  or  editors. 

Participants: 

The  use  of  the  electronic  filing  system  to  submit  computer 
readable  format  sequence  listing  ASCII  file(s)  via  the  Internet 
is  voluntary.  To  electronically  file  a  a  nucleotide  and/or  amino 
acid  sequence  with  the  USPTO  via  the  Internet,  a  participant 
must  be  identified  as  one  of  the  following  authorized  patent 
application  filers  (applicant,  assignee,  attorney  or  agent  or 
assignee  undivided  part)  as  set  forth  in  37  CFR  (1.33(b)). 

Authorized  filers  must  have  a  pending  utility  patent  application 
that  requires  a  nucleotide  and/or  amino  acid  sequence  submis- 
sion in  computer  readable  form  (37  CFR  1.824).  Filers  must  be 
familiar  with  the  use  of  the  Patentin  sequence  authoring 
application  or  another  acceptable  sequence  authoring  tool. 

Authorized  filers  must  submit  a  request  to  the  USPTO  Office  of 
Enrollment  and  Discipline  (OED)  for  a  set  of  public  key 
certificates  (a  digital  signing  certificate  and  a  confidentiality 
certificate).  Interested  filers  should  contact  OED  to  obtain  a 
copy  of  the  USPTO  Certificate  Action  Form  and  USPTO 
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Public  Key  Infrastructure  Subscriber  Agreement.  They  will  be 
contacted  by  USPTO  regarding  the  approval  of  the  submitted 
request.  Individuals  who  already  have  certificates  that  were 
obtained  from  the  USPTO  via  the  above  procedure  for  other 
purposes  are  also  qualified  to  participate.  Upon  approval  of  the 
submitted  request,  the  USPTO  will  provide  a  software  instal- 
lation package  that  enables  the  authorized  patent  application 
filer  to  securely  communicate  with  USPTO  Electronic  Busi- 
ness Center  (EBC)  application  systems. 

During  the  initial  release  of  the  electronic  filing  system  for  a 
Biosequence  Internet  filing,  participation  will  be  limited  to 
those  authorized  patent  application  filers  whose  offices  are 
located  in  the  Washington,  D.C.  metro  area.  Later  releases  will 
expand  that  limitation.  Authorized  filers  located  either  in  or 
outside  the  Washington,  D.C.  metro  area,  and  who  are  inter- 
ested in  filing  biosequences  via  the  Internet  are  asked  to  submit 
a  request  to  obtain  a  copy  of  the  USPTO  pubhc  key  certificates 
starting  in  October  1999. 

Guidance  on  registration  to  use  EPS  BIO  to  file  computer 
readable  format  sequence  listing  will  be  available  at  the 
USPTO  web  site  Electronic  Business  Center.  Applicants  or 
practitioners'  who  have  registered  with  the  USPTO  to  obtain  a 
digital  certificate  will  download  the  EPS  desktop  application 
called  the  Electronic  Packaging  And  Validation  Engine  (ePave) 
from  the  Electronic  Business  Center  patent  electronic  filing 
web  page. 

When: 


This  initial  release  of  the  electronic  filing  system  for  biose- 
quences via  the  Internet  is  now  available. 

Features  of  EFS-BIO; 

•  Authorized  filers  will  obtain  valid  public  key  certificates  and 
security  related  software  from  the  USPTO. 

•  Authorized  filers  with  valid  certificates  will  download  elec- 
tronic filing  desktop  software  (called  ePave)  from  Electronic 
Business  Center  Electronic  Filing  Web  page. 

•  The  filers  will  submit  an  ASCII  text  file  of  the  biosequences 
using  the  electronic  filing  system. 

•  Only  the  following  file  formats  may  be  used:  .zip  (com- 
pressed file),  .app.  (Patent  In  file  format),  .txt  (ASCII  text  file) 

•  The  biosequence  electronic  filing  submission  must  be  accom- 
panied by  an  electronic  transmittal  file  created  by  the  software. 

•  The  transmittal  file  must  be  signed  by  the  person  intending 
the  electronic  mark  to  be  his  or  her  signature.  This  means  that 
the  person  verifying  a  patent  application  must  personally  make 
the  mark  in  the  appropriate  section  of  the  "electronic"  patent 
application  submission  (e.g.  transmittal,  declaration) 

•  The  USPTO  electronic  filing  desktop  software  will  automati- 
cally save  a  complete  copy  of  the  electronically  signed 
transmittal  document  and  make  the  electronic  document  avail- 
able for  printing. 

•  Electronic  Filing  certificate  practice  is  similar  to  current  fax 
practice,  including  use  of  a  certificate  of  mailing  or  transmis- 
sion, in  accordance  with  37  C.F.R.  §  1.8. 

•  The  official  date/stamp  on  the  biosequence  electronically  filed 
submission  will  occur  at  the  date  and  time  the  last  byte  of  the 
electronic  file  is  received  by  the  USPTO  Electronic  Mailroom 
Server. 


•  Authorized  electronic  filers  will  be  presented  with  a  "confir- 
mation" screen  that  displays  the  document  being  electronically 
submitted  to  the  USPTO  and  requires  the  applicant  to  confirm 
his  intention  to  submit  it.  The  verification  of  a  confirmation 
screen  is  a  necessary  step  to  assure  that  the  USPTO' s  elec- 
tronic record(s)  have  the  required  authenticity. 


•  Filers  will  not  be  permitted  to  submit  a  sequence  listing  via 
the  Internet  without  entering  a  valid  USPTO  assigned  national 
application  number. 

•  Most  information  will  be  error-checked  by  the  software. 
Filers  will  be  allowed  to  override  some  of  these  discovered 
errors  if  desired. 

•  After  completion  of  an  electronic  filing  of  a  biosequence,  the 
electronic  filer  will  submit  a  paper  that  refers  to  the  Internet 
filing  of  the  sequence  listing  and  include  a  copy  of  the 
acknowledgement  receipt  provided  by  USPTO. 

Business  rule  modifications: 


This  procedure  will  serve,  for  the  patent  applications 
concerned,  in  lieu  of  the  procedures  for  the  computer 
readable  form  as  specified  in  37  C.F.R.  §  1.821  (e)  and  § 
1.824.  Procedures  for  all  other  patent  applications  are  not 
afTected. 


For  more  information  on  this  program,  please  consult  the 
EFS  Web  Page  at  Electronic  Business  Center 
http://pto-ebc.uspto.gov  or  the  USPTO  web  site  at  ww- 
w.uspto.gov.  It  is  preferred  that  questions  and  comments 
should  be  addressed  to  USPTO  at  the  following  e-mail 
address:  EFS@uspto.gov.  If  e-mail  is  unavailable  or  inap- 
propriate, contact  Diane  Lewis  at  telephone  number  703- 
305-9892. 


November  4,  1999 


NICHOLAS  P  GODICI 

Deputy  Assistant  Commissioner 
for  Patent  Process  Services 
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(96)  DEPARTMENT  OF  COMMERCE 

Patent  and  Trademark  OflBce 
37  CFR  Part  1 
RIN:  0651-AA88 

Requirements  for  Patent  Applications 

Containing  Nucleotide  Sequence  and/or 

Amino  Acid  Disclosures;  Correction 

AGENCY:  Patent  and  Trademark  Office,  Commerce. 

ACTION:  Correcting  amendments. 

SUMMARY:  This  document  contains  a  correction  to  the  rules 
relating  to  the  format  for  nucleotide  and/or  amino  acid  se- 
quence disclosures  in  patent  applications. 

EFFECTIVE  DATE:  September  10,  1998. 

FOR  FURTHER  INFORMATION  CONTACT:  Esther  M. 
Kepplinger,  by  telephone  at  (703)  308-1495;  by  mail  addressed 
to:  Box  Comments  -  Patents,  Assistant  Commissioner  for 
Patents,  Washington,  DC  20231  marked  to  her  attention;  by 
facsimile  to  (703)  305-3935;  or  by  electronic  mail  at 
esther.kepplinger  @  uspto .  gov. 

SUPPLEMENTARY  INFORMATION:  Appendix  B  to  Sub- 
part G  to  Part  1  of  title  37  of  the  Code  of  Federal  Regulations 
is  a  listing  entitled  "Headings  for  Information  Items  in  § 
1.823."  It  contains  the  headings  that  were  required  prior  to  the 
June  1,  1998,  amendment  of  the  rules. 

On  June  1,  1998,  the  Patent  and  Trademark  Office  published 
a  final  rule  entitled  "Requirements  for  Patent  AppUcations 
Containing  Nucleotide  Sequence  and/or  Amino  Acid  Disclo- 
sures" in  the  Federal  Register  (63  FR  29620).  The  listing  of 
headings  in  Appendix  B  is  no  longer  correct  in  view  of  the  final 
rule.  The  headings  adopted  in  the  final  rule  replaced  those  used 
in  Appendix  B.  For  this  reason,  Appendix  B  should  have  been 
removed  from  the  final  rule.  Because  Appendix  B  may  be 
misleading,  it  is  now  being  removed. 
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List  of  Subjects  in  37  CFR  Part  1 

Administrative  practice  and  procedure,  Courts,  Freedom  of 
information.  Inventions  and  patents,  Incorporation  by  refer- 
ence. Reporting  and  recordkeeping  requirements.  Small  busi- 
nesses. 

PART  1  -  RULES  OF  PRACTICE  IN  PATENT  CASES 

Accordingly,  37  CFR  Part  1  is  corrected  by  making  the 
following  correcting  amendment: 

1.  The  authority  citation  for  Part  1  continues  to  read  as 
follows: 

Authority:  35  U.S.C.  6,  unless  otherwise  noted. 

Appendix  B  To  Subpart  G  To  Part  1  [Corrected] 

2.  Remove  Appendix  B  To  Subpart  G  To  Part  1. 


September  8,  1998 


ALBIN  R  DROST 
Deputy  Solicitor 
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(97)  DEPARTMENT  OF  COMMERCE 

Patent  and  Trademark  Office37  CFR  Part  1 

[Docket  No:  960828235-8109-02] 

RIN:  0651-AA88 

Requirements  for  Patent  Applications 

Containing  Nucleotide  Sequence  and/or 

Amino  Acid  Disclosures 

AGENCY:  Patent  and  Trademark  Office,  Commerce. 

ACTION:  Final  Rule 

SUMMARY:  The  Patent  and  Trademark  Office  (PTO)  is 
amending  the  rules  for  submitting  nucleotide  or  amino  acid 
sequences  in  computer  readable  form  (CRF)  for  patent  appli- 
cations. These  amendments  simplify  the  requirements  of  the 
rules,  rearrange  portions  of  the  rules  for  better  understanding 
and  establish  consistent  rules  to  permit  a  single  internationally 
acceptable  computer  readable  form.  Sequence  Listings  will  be 
presented  in  an  international,  language  neutral  format  using 
numeric  identifiers  rather  than  the  current  subject  headings. 
The  Paper  Sequence  Listing  will  preferably  be  a  separately 
numbered  section  of  the  patent  application.  Sequences  which 
contain  fewer  than  four  specifically  identified  nucleotides  or 
amino  acids  will  no  longer  be  required  to  be  submitted  in 
computer  readable  form. 

DATES:  EFFECTIVE  DATE:  July  1,  1998.  The  incorporation 
by  reference  of  certain  publications  listed  in  the  regulations  is 
approved  by  the  Director  of  the  Federal  Register  as  of  July  1, 
1998. 

APPLICABILITY  DATE:  Sections  1.821  through  1.825  as 
amended  apply  to  applications  filed  on  or  after  July  1,  1998, 
except  for:  (1)  applications  that  claim  the  benefit  of  a  prior 
application  under  35  U.S.C.  120  filed  before  July  1,  1998,  and 
which  do  not  add  subject  matter  involving  a  sequence  listing 
subject  to  §§  1.821  through  1.825;  and  (2)  reissue  applications 
in  which  the  application  for  the  patent  sought  to  be  reissued 
was  filed  before  July  1,  1998.  Sections  1.821  through  1.825 
apply  during  a  reexamination  proceeding  if  the  application  for 
the  patent  sought  to  be  reexamined  was  filed  on  or  after  July  1, 
1998. 

FOR  FURTHER  INFORMATION  CONTACT:  Esther  M 
Kepplinger,  by  telephone  at  (703)  308-1495;  by  mail  addressed 
to:  Box  Comments  -  Patents,  Assistant  Commissioner  for 
Patents,  Washington,  DC  20231  marked  to  her  attention;  by 
facsimile  to  (703)  305-3935;  or  by  electronic  mail  at 
esther.kepplinger@uspto.gov. 

SUPPLEMENTAL  INFORMATION:  Sections  1821 
through  1.825  of  title  37  provide  a  standardized  format  for  the 
description  of  nucleotide  and  amino  acid  sequence  data  in 
patent  applications  and  require  the  submission  of  such  se- 
quences in  computer  readable  form  (CRF).  Sections  1.821 
through  1.825  provide  the  following  benefits  to  the  PTO:  (1) 


improved  search  capabilities;  (2)  improved  interference  detec- 
tion; (3)  more  efficient  examination;  (4)  cost  savings  for  the 
input  of  the  sequence  data;  (5)  more  efficient  and  accurate 
printing  of  sequences  in  patents;  (6)  exchange  of  the  sequence 
data  with  other  patent  offices  electronically;  and  (7)  improved 
public  access  to  the  sequences  electronically. 

REASONS  FOR  THE  CHANGES 

In  response  to  the  needs  of  our  customers,  the  procedural 
requirements  found  in  former  §§  1.821  through  1.825  have 
been  reduced.  Sections  1.821  through  1.825  are  being  amended 
to  be  consistent  with  World  Intellectual  Property  Organization 
(WIPO)  Standard  ST.25  (signed  in  1998  and  effective  July  1, 
1998).  ST.25  replaces  WIPO  Standards  ST.23  and  ST.24  which 
deal  with  paper  and  electronic  submissions  of  sequence  list- 
ings. 

A  Meeting  of  International  Authorities  (MIA)  under  the  Patent 
Cooperation  Treaty  (PCT)  was  held  in  November  of  1994  to 
discuss  simplification  of  sequence  listing  submission  require- 
ments. 

Under  the  previous  PCT  Regulations,  each  International 
Searching  Authority,  each  International  Preliminary  Examin- 
ing Authority  and  each  designated/elected  office  was  free  to  set 
the  requirements  for  submission  of  sequence  listings  in  paper 
and  electronic  form.  This  imposed  a  burden  on  applicants  by 
requiring  them  to  prepare  sequence  listings  in  many  different 
formats.  In  addition,  sequence  listings  were  required  to  be 
translated  for  consideration  in  the  national  stage  at  consider- 
able cost  to  applicants  and  at  the  risk  that  the  information  could 
be  inaccurately  translated. 

After  the  November  1994  MIA,  the  PTO,  the  European  Patent 
Office  (EPO)  and  the  Japanese  Patent  Office  (JPO)  worked 
together  with  WIPO  to  create  a  new  international  standard 
which  forms  the  basis  of  WIPO  Standard  ST.25  (1998). 
Sections  1.821  through  1.825  of  37  CFR,  as  amended  herein, 
are  consistent  with  WIPO  Standard  ST.25  (1998)  and  the  PCT 
sequence  listing  requirements.  Sequence  listings  prepared  in 
accordance  with  §§  1.821  through  1.825  as  amended  generally 
will  be  acceptable  in  all  countries  which  adhere  to  WIPO 
Standard  ST.25  (1998).  In  addition,  a  sequence  listing  prepared 
in  accordance  with  the  §§  1.821  through  1.825  as  amended  will 
be  acceptable  for  the  national  stage  in  all  PCT  member 
countries  which  require  the  submission  of  a  sequence  listing. 
As  a  result  of  this  rule  change,  applicants  will  experience  a 
reduction  in  cost  since  only  one  sequence  listing  in  paper  and 
electronic  form  will  need  to  be  prepared  and  translations  of  this 
listing  will  not  be  needed. 

All  necessary  changes  to  the  text  of  §§  1.821  through  1.825  to 
reflect  the  new  WIPO  Standard  ST.25  (1998),  have  been  made. 
Each  change  is  described  below. 

OVERVIEW  OF  THE  CHANGES 

The  changes  in  this  Final  Rule  include: 

(1)  use  of  numeric  identifiers  to  replace  the  language  subject 
headings  within  the  submission; 

(2)  elimination  of  unnecessary  and  confusing  data  elements; 

(3)  movement  of  the  paper  Sequence  Listing  to  the  end  of 
the  application,  preferably  with  separately  numbered  pages; 

(4)  elimination  of  the  requirement  to  provide  a  submission 
for  sequences  with  fewer  than  four  specifically  defined  nucle- 
otides or  amino  acids; 

(5)  use  of  lower-case  one-letter  codes  for  nucleotide  bases; 

(6)  rearrangement  of  portions  of  the  rules  to  improve  their 
context; 

(7)  clarification  and  simplification  of  the  rules  to  aid  in 
understanding;  and 

(8)  minor  changes  to  accomplish  harmonization  with  WIPO 
Standard  ST.25  (1998)  as  well  as  the  EPO  and  the  JPO 
standards. 

Amended  §§  1.821  through  1.825  are  not  mandatory  for:  (1) 
applications  that  claim  the  benefit  of  a  prior  application  under 
35  U.S.C.  120  filed  before  July  1,  1998,  and  which  do  not  add 
subject  matter  involving  a  sequence  listing  subject  to  §§  1.821 
through  1.825;  (2)  reissue  applications  in  which  the  application 
for  the  patent  sought  to  be  reissued  was  filed  before  July  1, 
1998;  and  (3)  reexamination  proceedings  if  the  application  for 
the  patent  sought  to  be  reexamined  was  filed  before  July  1, 
1998.  The  PTO  will  accept  and  encourages  the  submission  of 
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sequence  listings  in  compliance  with  amended  §§  1.821 
through  1.825  for  any  application  or  reexamination  proceed- 
ing. All  sequence  listings  (including  the  entire  computer 
readable  form)  must  be  submitted  in  compliance  with  either  §§ 
1.821  through  1.825  as  amended  in  this  Final  Rule  or  (when 
permitted)  former  §§  1.821  through  1.825. 

If  the  CRF  for  a  new  application  would  be  identical  to  a 
compliant  CRF  already  on  file  in  the  PTO,  the  applicant  may 
make  reference  to  the  other  application  and  the  CRF  in  lieu  of 
filing  a  duplicate  CRF  in  the  new  application  by  following  the 
procedures  set  forth  in  §  1.821(e).  If  exceptional  circumstances 
do  arise  and  certain  applicants  experience  specific  hardships  in 
attempting  to  comply  with  amended  §§  1.821  through  1.825, 
the  PTO  will  consider  a  petition  under  §  1.183  to  waive  certain 
requirements  of  §§  1.821  through  1.825. 

A  Notice  of  Proposed  Rulemaking  entitled  "Changes  Imple- 
menting Nucleotide  and/or  Amino  Acid  Sequence  Listings" 
(Notice  of  Proposed  Rulemaking)  was  published  in  the  Fed- 
eral Register  at  61  FR  51855  (October  4,  1996),  and  in  the 
Official  Gazette  of  the  Patent  and  Trademark  Office,  at  1191 
Off.  Gaz.  Pat.  Office  168  (October  29,  1996).  Sections  1.821 
through  1.825  as  adopted  contain  several  changes  from  these 
sections.  This  Final  Rule  provides  a  discussion  of  the  content 
of  the  specific  rules  being  amended,  description  of  the  changes 
in  the  text  of  the  proposed  rules,  and  explanation  of  the  reasons 
supporting  the  changes.  In  addition,  comments  received  in 
response  to  the  Notice  of  Proposed  Rulemaking  are  analyzed. 

Discussion  of  Specific  Rules  and  Changes  from  tlie  Pro- 
posed Rules: 

Title  37  of  the  Code  of  Federal  Regulations,  Part  1,  is  amended 
as  follows. 

SECTION  1.77 

The  proposed  change  to  37  CFR  1 .77  was  previously  adopted. 
See  Miscellaneous  Changes  to  Patent  Practice:  Final  Rule,  61 
FR  42790  (August  19,  1996),  1190  Off.  Gaz.  Pat.  Office  67 
(September  17,  1996). 

Section  1.821 

Section  1.821  incorporates  by  reference  the  World  Intellectual 
Property  Organization  (WIPO)  Handbook  on  Industrial  Prop- 
erty Infomiation  and  Documentation,  Standard  ST.25  (1998), 
including  Tables  1  through  6  of  Appendix  2,  in  accordance 
with  5  U.S.C.  552(a)  and  1  CFR  part  51.  Copies  may  be 
obtained  from  the  World  Intellectual  Property  Organization;  34 
chemin  des  Colombettes;  1211  Geneva  20  Switzerland.  Copies 
may  be  inspected  at  the  Patent  Search  Room:  Crystal  Plaza  3, 
Lobby  Level;  2021  South  Clark  Place;  Arlington,  VA  22202. 
Copies  may  also  be  inspected  at  the  OflBce  of  the  Federal 
Register,  800  North  Capitol  Street,  NW,  Suite  700,  Washing- 
ton, DC  20408.  These  Tables  are  reproduced  below. 

WIPO  Standard  ST.25  (1998),  Appendix  2.  Table  1,  provides 
that  the  bases  of  a  nucleotide  sequence  should  be  represented 
using  the  following  one-letter  code  for  nucleotide  sequence 
characters: 

Table  1:  one  letter  codes  for  nucleotide  sequences 


Symbol 

Meaning 

Origin  of 
designation 

a 

a 

adenine 

g 

g 

guanine 

c 

c 

cytosine 

t 

t 

thymine 

u 

u 

uracil 

r 

g  or  a 

purine 

y 

t/u  or  c 

pyrimidine 

m 

a  or  c 

amino 

k 

g  or  t/u 

keto 

s 

g  or  c 

strong  inter- 
actions 
3  H-bonds 

w 

a  or  t/u 

weak  inter- 
actions 
2  H-bonds 

b 

g  or  c  or 
t/u 

not  a 

d 

a  or  g  or 
t/u 

not  c 

h 

a  or  c  or 

t/u 

not  g 

V 

a  or  g  or 
c 

not  t,  not  u 

n 

(a  or  g  or 
c 

or  t/u)  or 
(un- 
known 
or  other) 

any 

WIPO  Standard  ST.25  (1998),  Appendix  2,  Table  2,  provides 
that  modified  bases  may  be  represented  as  the  corresponding 
unmodified  bases  in  the  sequence  itself,  if  the  modified  base  is 
one  of  those  listed  below  and  the  modification  is  further 
described  in  the  Feature  section  of  the  Sequence  Listing.  The 
codes  from  the  list  below  may  be  used  in  the  description  ( i.e., 
the  specification  and  drawings,  or  in  the  Sequence  Listing)  but 
these  codes  may  not  be  used  in  the  sequence  itself. 

Table  2:  modified  bases 


Symbol 

ac4c 

chm5u 

cm 

cmnm5s2u 

cmnm5u 

d 

fm 

galq 

gm 

I 

i6a 

mla 

mlf 

mlg 

mli 

m22g 

m2a 

m2g 

m3c 

m5c 

m6a 

m7g 

mam5u 

mam5s2u 

man  q 

mcm5s2u 

mcm5u 

mo5u 

ms2i6a 

ms2t6a 


mt6a 

mv 
o5u 
osyw 
P 

q 

s2c 
s2t 
s2u 
s4u 
t 


Meaning 

4-acetyl  cytidine 

5-(carboxyhydroxylmethyl)uridine 

2-0-methylcytidine 

5-carboxymethylaminomethyl-2-thiouridine 

5-carboxymethylaminomethyluridine 

dihydrouridine 

2-O-methylpseudouridine 

beta,  D-galactosylqueuosine 

2-O-methylguanosine 

inosine 

N6-isopentenyladenosine 

1  -methyladenosine 

1  -methylpseudouridine 

1  -methylguanosine 

1-methylinosine 

2,2-dimethylguanosine 

2-methyladenosine 

2-methylguanosine 

3-methylcytidine 

5-methylcytidine 

N6-methyladenosine 

7-methylguanosine 

5-methylaminomethyIuridine 

5-methoxyaminomethyl-2-thiouridine 

beta,  D-mannosylqueuosine 

5-methoxycarbonylmethyl-2-thiouridine 

5-methoxycarbonylmethyluridine 

5-methoxyuridine 

2-methylthio-N6-isopentenyladenosine 

N-((9-beta-D-ribofuranosyl-2- 

methylthiopurine-6-yI)  carbamoyl) 

threonine 

N-((9-beta-D-ribofuranosylpurine- 

6-yl)N-methylcarbamoyl)  threonine 

uridine-5-oxyacetic  acid-methylester 

uridine-5-oxyacetic  acid 

wybutoxosine 

pseudouridine 

queuosine 

2-thiocytidine 

5-methyl-2-thiouridine 

2-thiouridine 

4-thiouridine 

5-methyluridine 
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Feature  section  of  the  Sequence  Listing.  The  codes  from  the 
list  below  may  be  used  in  the  description  (i.e.,  the  specification 
and  drawings,  or  in  Sequence  Listing)  but  these  codes  may  not 
be  used  in  the  sequence  itself. 

Table  4:  modified  and  unusual  amino  acid  codes 


WIPO  Standard  ST.25  (1998),  Appendix  2,  Table  3,  provides 
that  the  amino  acids  should  be  represented  using  the  following 
three-letter  code  with  the  first  letter  as  a  capital. 

Table  3:  amino  acid  three-letter  codes 


Symbol 

Meaning 

Ala 

Alanine 

Cys 

Cysteine 

Asp 

Aspartic  Acid 

Glu 

Glutamic  Acid 

Phe 

Phenylalanine 

Gly 

Glycine 

His 

Histidine 

ne 

Isoleucine 

Lys 

Lysine 

Leu 

Leucine 

Met 

Methionine 

Asn 

Asparagine 

Pro 

Proline 

Gin 

Glutamine 

Arg 

Arginine 

Ser 

Serine 

Thr 

Threonine 

Val 

Valine 

Trp 

Tryptophan 

Tyr 

Tyrosine 

Asx 

Asp  or  Asn 

Glx 

Glu  or  Gin 

Xaa 

unknown  or  other 

WIPO  Standard  ST.25  (1998),  Appendix  2,  Table  4,  provides 
that  modified  and  unusual  amino  acids  may  be  represented  as 
the  corresponding  unmodified  amino  acids  in  the  sequence 
itself  if  the  modified  or  unusual  amino  acid  is  one  of  those 
listed  below  and  the  modification  is  further  described  in  the 


Symbol  Meaning 

Aad  2-Aminoadipic  acid 

bAad  3-aminoadipic  acid 

bAla  beta-Alanine,  beta-Aminopropionic  acid 

Abu  2-Aminobutyric  acid 

4Abu  4-Aminobutyric  acid,  piperidinic  acid 

Acp  6-Aminocaproic  acid 

Ahe  2-Aminoheptanoic  acid 

Aib  2-Aminoisobutyric  acid 

bAib  3-Aminoisobutyric  acid 

Apm  2-Aminopimelic  acid 

Dbu  2,4-Diaminobu  tyric  acid 

Des  Desmosine 

Dpm  2,2-Diaminopimelic  acid 

Dpr  2,3-Diaminopropionic  acid 

EtGly  N-Ethylglycine 

EtAsn  N-Ethylasparagine 

Hyl  Hydroxylysine 

aHyl  allo-Hydroxylysine 

3Hyp  3-Hydroxyproline 

4Hyp  4-Hydroxyproline 

Ide  Isodesmosine 

alle  allo-Isoleucine 

MeGly  N-Methylglycine,  sarcosine 

Melle  N-Methylisoleucine 

MeLys  6-N-Methyllysine 

MeVal  N-Methylvaline 

Nva  Norvaline 

Nle  Norleucine 

Om  Ornithine 

WIPO  Standard  ST.25  (1998),  Appendix  2,  Table  5  provides 
for  feature  keys  related  to  DNA  sequences. 

Table  5:  Feature  keys  related  to  nucleotide  sequences 


Key  Description 

allele  a  related  individual  or  strain  contains  stable, alternative  forms  of  the 

same  gene  which  differs  from  the  presented  sequence  at  this 
location  (and  perhaps  others) 

attenuator  1)  region  of  DNA  at  which  regulation  of  termination  oftranscription 

occurs,  which  controls  the  expression  of  some  bacterial  operons; 
2)  sequence  segment  located  between  the  promoter  and  the  first 
structural  gene  that  causes  partial  termination  of  transcription 

C_region  constant  region  of  immunoglobulin  light  and  heavychains,  and 

T-cell  receptor  alpha,  beta,  and  gamma  chains.  Includes  one  or 
more  exons  depending  on  the  particular  chain 

CAAT_signal  CAAT  box;  part  of  a  conserved  sequence  located  about75  bp 
up-stream  of  the  start  point  of  eukaryotic  transcrip-tion  which  may 
be  involved  in  RNA  polymerase  binding;  consensus=GG  (C  or 
T)CAATCT 


CDS 


coding  sequence;  sequence  of  nucleotides  that  correspondswith  the 
sequence  of  amino  acids  in  a  protein  (location  includes  stop  codon). 
Feature  includes  amino  acid  conceptual  translation 
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conflict  independent  determinations  of  the  samesequence  differat  this  site 

or  region 

D-loop  displacement  loop;  a  region  within  mitochondrial  DNA  inwhich  a 

short  stretch  of  RNA  is  paired  with  one  strand  of  DNA,  displacing 
the  original  partner  DNA  strand  in  this  region;  also  used  to  describe 
the  displacement  of  a  region  of  one  strand  of  duplex  DNA  by  a 
single  stranded  invader  in  the  reaction  catalyzed  by  RecA  protein 

D-segment  diversity  segment  of  immunoglobulin  heavy  chain,  andT-cell  re- 
ceptor beta  chain 

enhancer  a  cis-acting  sequence  that  increases  the  utilization  of(some)  eukary- 

otic  promoters,  and  can  function  in  either  orientation  and  in  any 
location  (upstream  or  downstream)  relative  to  the  promoter 

exon  region   of  genome   that   codes   for  portion   of  spliced  mRNA; 

maycontain  5'UTR,  all  CDSs,  and  3'UTR 

GC_signal  GC  box;  a  conserved  GC-rich  region  located  upstream  ofthe  start 
point  of  eukaryotic  transcription  units  which  may  occur  in  multiple 
copies  or  in  either  orientation;  consensus=GGGCGG 

gene  region  of  biological  interest  identified  as  a  gene  and  forwhich  a 

name  has  been  assigned 

iDNA  Intervening  DNA;  DNA  which  is  eliminated  through  any  of  several 

kinds  of  recombination 

intron  a  segment  of  DNA  that  is  transcribed,  but  removed  fromwithin  the 

transcript  by  splicing  together  the  sequences  (exons)  on  either  side 
of  it 

J_segment  joining  segment  of  immunoglobulin  light  and  heavychains,  and 
T-cell  receptor  alpha,  beta,  and  gamma-chains 

LTR  long  terminal  repeat,  a  sequence  directly  repeated  at  bothends  of  a 

defined  sequence,  of  the  sort  typically  found  in  retroviruses 

mat_peptide  mature  peptide  or  protein  coding  sequence;  codingsequence  for  the 
mature  or  final  peptide  or  protein  product  following  post-transla- 
tional  modification.  The  location  does  not  include  the  stop  codon 
(unlike  the  corresponding  CDS) 

misc_binding  site  in  nucleic  acid  which  covalently  or  non-covalently  binds 
another  moiety  that  cannot  be  described  by  any  other  Binding  key 
(primer_bind  or  protein_bind) 

misc_differencefeature  sequence  is  different  from  that  presented  in  the  entry  and 
cannot  be  described  by  any  other  Difference  key(conflict,  unsure, 
old  sequence,  mutation,  variation,  allele,  or  modified_base) 

misc_eature  region  of  biological  interest  which  cannot  be  described  by  any  other 
feature  key;  a  new  or  rare  feature 

misc_recomb  site  of  any  generalized,  site-specific  or  replicativerecombination 
event  where  there  is  a  breakage  and  reunion  of  duplex  DNA  that 
cannot  be  described  by  other  recombination  keys  (iDNA  and  virion) 
or  qualifiers  of  source  key  (/insertion_seq,/transposon,/proviral) 

misc_RNA  any  transcript  or  RNA  product  that  cannot  be  defined  byother  RNA 
keys  (prim  transcript,  precursor  RNA,  mRNA,  5'clip,  3'clip, 
5'UTR,  3'UTR,  exon,  CDS,  sig_peptide,  transit_pep-tide,  mat- 
_peptide,  intron,  polyA_site,  rRNA,  tRNA,  scRNA,  and  snRNA) 

misc_signal  any  region  containing  a  signal  controlling  or  altering  gene  function 
or  expression  that  cannot  be  described  by  otherSignal  keys  (pro- 
moter, CAAT_signal,  TATA_signal,  -35_signal,  -10_signal,  GC- 
_signal,  RBS,  polyA_signal,  enhancer,  attenuator,  terminator,  and 
rep_origin) 

misc_structure  any  secondary  or  tertiary  structure  or  conformation  that  cannot  be 
described  by  other  Structure  keys  (stem_loopand  D-loop) 

modified_base  the  indicated  nucleotide  is  a  modified  nucleotide  and  should  be 
substituted  for  by  the  indicated  molecule  (given  in  themod  base 
qualifier  value) 

mRNA  messenger  RNA;  includes  5 'untranslated  region  (5'UTR),coding 

sequences  (CDS,  exon)  and  3 'untranslated  region  (3'UTR) 

mutation  a  related  strain  has  an  abrupt,  inheritable  change  in  the  sequence  at 

this  location 

N_region  Extra  nucleotides  inserted  between  rearrangedimmunoglobulin  seg- 

ments 

old_sequence  the  presented  sequence  revises  a  previous  version  of  quencethe 
sequence  at  this  location 

polyA_signal  recognition  region  necessary  for  endonuclease  cleavage  of  an  RNA 
transcript  that  is  followed  by  polyaden-  ylation; 
consensus=AATAAA 
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polyA_site  site  on  an  RNA  transcript  to  which  will  be  added  adenine  residues 
by  post-  transcriptional  polyadenylation 

precursor_RNAany  RNA  species  that  is  not  yet  the  mature  RNA  product;  may 
include  5'clipped  region  (5'clip),  5 'untranslated  region(5'UTR), 
coding  sequences  (CDS,  exon),  intervening  sequences  (intron), 
3 'untranslated  region  (3'UTR),  and  3'clipped  region  (3'clip) 

prim_transcript primary  (initial,  unprocessed)  transcript;  includes  5'clipped  egion 
(5'clip),  5'  untranslated  region  (5'UTR),  coding  sequences  (CDS, 
exon),  intervening  sequences  (intron),  3 'untranslated  region 
(3'UTR),  and  3'clipped  region  (3'clip) 

primer_bind  Non-covalent  primer  binding  site  for  initiation  of  replica-tion, 
transcription,  or  reverse  transcription.  Includes  site(s)  for  synthetic 
e.g.,  PCR  primer  elements 

promoter  region  on  a  DNA  molecule  involved  in  RNA  polymerase  binding  to 

initiate  transcription 

protein_bind  non-covalent  protein  binding  site  on  nucleic  acid 

RBS  ribosome  binding  site 

repeat_region  region  of  genome  containing  repeating  units 

repeat_unit  single  repeat  element 

rep_origin  origin  of  replication;  starting  site  for  duplication  of  nucleic  acid  to 
give  two  identical  copies 

rRNA  mature  ribosomal  RNA;  the  RNA  component  of  the  ribonucleo- 

protein  particle  (ribosome)  which  assembles  amino  acids  intopro- 
teins 

S_region  Switch  region  of  immunoglobulin  heavy  chains.  Involved  in  the 

rearrangement  of  heavy  chain  DNA  leading  to  the  expression  of  a 
different  immunoglobulin  class  from  the  same  B-cell 

satellite  many  tandem  repeats  (identical  or  related)  of  a  shortbasic  repeating 

unit;  many  have  a  base  composition  or  other  property  different  from 
the  genome  average  that  allows  them  to  be  separated  from  the  bulk 
(main  band)  genomic  DNA 

scRNA  small  cytoplasmic  RNA;  any  one  of  several  small  cytoplasmic  RNA 

molecules  present  in  the  cytoplasm  and  (sometimes)  nucle-us  of  a 
eukaryote 

sig_peptide  signal  peptide  coding  sequence;  coding  sequence  for  an  N-terminal 
domain  of  a  secreted  protein;  this  domain  is  invol-ved  in  attaching 
nascent  polypeptide  to  the  membrane;  leader  sequence 

snRNA  small  nuclear  RNA;  any  one  of  many  small  RNA  speciesconfined  to 

the  nucleus;  several  of  the  snRNAs  are  involved  in  splicing  or  other 
RNA  processing  reactions 

source  identifies  the  biological  source  of  the  specified  span  ofthe  sequence. 

This  key  is  mandatory.  Every  entry  will  have,  as  a  minimum,  a 
single  source  key  spanning  the  entire  sequence.  More  than  one 
source  key  per  sequence  is  permissi-le 

stem_loop  hairpin;  a  double-helical  region  formed  by  base-pairing  between 
adjacent  (inverted)  complementary  sequences  in  a  single  strand  of 
RNA  or  DNA 

STS  Sequence  Tagged  Site.  Short,  single-copy  DNA  sequence  thatchar- 

acterizes  a  mapping  landmark  on  the  genome  and  can  be  detected 
by  PCR.  A  region  of  the  genome  can  be  mapped  by  determining  the 
order  of  a  series  of  STSs 

TATA_signal  TATA  box;  Goldberg-Hogness  box;  a  conserved  AT-rich  septamer 
found  about  25  bp  before  the  start  point  of  each  eukaryotic  RNA 
polymerase  II  transcript  unit  which  may  be  involved  in  positioning 
the  enzyme  for  correct  initiation;  consensus=TATA(A  or  T)A(A  or 
T) 

terminator  sequence  of  DNA  located  either  at  the  end  of  the  transcript  or 
adjacent  to  a  promoter  region  that  causes  RNA  polymeraseto 
terminate  transcription;  may  also  be  site  of  binding  of  repressor 
protein 

transit_peptide  transit  peptide  coding  sequence;  coding  sequence  for  an  e  N- 
terminal  domain  of  a  nuclear-encoded  organellar  protein;  this 
domain  is  involved  in  post-translational  import  of  the  protein  into 
the  organelle 

tRNA  mature  transfer  RNA,  a  small  RNA  molecule  (75-85  bases  long)that 

mediates  the  translation  of  a  nucleic  acid  sequence  into  an  amino 
acid  sequence 

unsure  author  is  unsure  of  exact  sequence  in  this  region 
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V_region  Variable  region  of  immunoglobulin  light  and  heavy  chains,  and 

T-cell  receptor  alpha,  beta,  and  gamma  chains.  Codes  for  thevari- 
able  amino  terminal  portion.  Can  be  made  up  from  V_segments, 
D_segments,  N_regions,  and  J_segments 

V_segment  variable  segment  of  immunoglobulin  light  and  heavy  chains,  and 
T-cell  receptor  alpha,  beta,  and  gamma  chains.  Codes  formost  of  the 
variable  region  (V_region)  and  the  last  few  amino  acids  of  the 
leader  peptide 

variation  a  related  strain  contains  stable  mutations  from  the  same  gene  (e.g., 

RFLPs,  polymorphisms,  etc.)  which  differ  from  thepresented  se- 
quence at  this  location  (and  possibly  others) 

3 'clip  3 '-most  region  of  a  precursor  transcript  that  is  clippedoff  during 

processing 

3'UTR  region  at  the  3'  end  of  a  mature  transcript  (following  thestop  codon) 

that  is  not  translated  into  a  protein 

5 'clip  5 '-most  region  of  a  precursor  transcript  that  is  clippedoff  during 

processing 

5'UTR  region  at  the  5'  end  of  a  mature  transcript  (preceding  theinitiation 

codon)  that  is  not  translated  into  a  protein 

-10_signal  pribnow  box;  a  conserved  region  about  10  bp  upstreamof  the  start 
point  of  bacterial  transcription  units  which  may  be  involved  in 
binding  RNA  polymerase;  consensus=TATAAT 

-35  signal  a  conserved  hexamer  about  35  bp  upstream  of  the  startpoint  of 
bacterial  transcription  units;  consensus=TTGACA  [  ]  or  TGT- 
TGACA [ ] 


WIPO  Standard  ST.25  (1998),  Appendix  2,  Table  6  provide  for 
feature  keys  related  to  protein  sequences. 


Table  6:  Feature  keys  related  to  Protein  sequences 


Key 

CONFLICT 

VARIANT 

VARSPLIC 

MUTAGEN 

MOD  RES 

ACETYLATION 

AMIDATION 

BLOCKED 

FORMYLATION 

GAMMA-CARBOXYGLU- 

TAMIC  ACID  HYDROXY- 
LATION 

METHYLATION 

PHOSPHORYLATION 

PYRROLIDONE  CAR- 
BOXYLIC  ACID 

SULFATATION 

LIPID 

MYRISTATE 

PALMITATE 
FARNESYL 
GERANYL-GERANYL 
GPI-ANCHOR 

N-ACYL  DIGLYCERIDE 


Description 

Different  papers  report  differing  sequences 

Authors  report  that  sequence  variants  exist 

Description  of  sequence  variants  produced  by  alternative  splicing 

Site  which  has  been  experimentally  altered 

Post-translational  modification  of  a  residue 

N-terminal  or  other 

Generally  at  the  C-terminal  of  a  mature  active  peptide 

Undetermined  N-  or  C-terminal  blocking  group 

Of  the  N-terminal  methionine 

Of  asparagine,  aspartic  acid,  proline  or  lysine 


Generally  of  lysine  or  arginine 

Of  serine,  threonine,  tyrosine,  aspartic  acid  orhistidine 

N-terminal  glutamate  which  has  formed  an  internal  cyclic  lactam 

Generally  of  tyrosine 

Covalent  binding  of  a  lipidic  moiety 

Myristate  group  attached  through  an  amide  bond  to  the  N-  terminal 
glycine  residue  of  the  mature  form  of  a  protein  or  to  an  internal 
lysine  residue 

Palmitate  group  attached  through  a  thioether  bond  to  a  cysteine 
residue  or  through  an  ester  bond  to  a  serine  or  threonine  residue 

Famesyl  group  attached  through  a  thioether  bond  to  a  cysteine 
residue 

Geranyl-geranyl  group  attached  through  a  thioether  bond  to  a 
cysteine  residue 

Glycosyl-phosphatidylinositol  (GPI)  group  linked  tothe  alpha- 
carboxyl  group  of  the  C-terminal  residue  of  the  mature  form  of  a 
protein 

N-terminal  cysteine  of  the  mature  form  of  aprokaryotic  lipoprotein 
with  an  amide-linked  fatty  acid  and  a  glyceryl  group  to  which  two 
fatty  acids  are  linked  by  ester  linkages 
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DISULFID  Disulfide  bond.  The  'FROM'  and  'TO'  endpoints  represent  the  two 

residues  which  are  linked  by  an  intra-chain  disulfide  bond.  If  the 
'FROM'  and  'TO"  endpoints  are  identical,  the  disulfide  bond  is  an 
interchain  one  and  the  description  field  indicates  the  nature  of  the 
cross-link 

THIOLEST  Thiolester  bond.  The  'FROM'  and  'TO'  endpoints  represent  the  two 

residues  which  are  linked  by  the  thiolester  bond 

THIOETH  Thioether  bond.  The  'FROM'  and  'TO'  endpoints  represent  the  two 

residues  which  are  linked  by  the  thioether  bond 

CARBOHYD  Glycosylation  site.  The  nature  of  the  carbohydrate  (if  known)  is 

given  in  the  description  field 

METAL  Binding  site  for  a  metal  ion.  The  description  fieldindicates  the 

nature  of  the  metal 

BINDING  Binding  site  for  any  chemical  group  (co-enzyme,prosthetic  group, 

etc.).  The  chemical  nature  of  the  group  is  given  in  the  description 
field 

SIGNAL  Extent  of  a  signal  sequence  (prepeptide) 

TRANSIT  Extent  of  a  transit  peptide  (mitochondrial,chloroplastic,  or  for  a 

microbody) 

PROPEP  Extent  of  a  propeptide 

CHAIN  Extent  of  a  polypeptide  chain  in  the  mature  protein 

PEPTIDE  Extent  of  a  released  active  peptide 

DOMAIN  Extent  of  a  domain  of  interest  on  the  sequence.  The  nature  of  that 

domain  is  given  in  the  description  field 

CA_BIND  Extent  of  a  calcium-binding  region 

DNA_BIND  Extent  of  a  DNA-binding  region 

NP_BIND  Extent  of  a  nucleotide  phosphate  binding  region.  The  nature  of  the 

nucleotide  phosphate  is  indicated  in  the  description  field 

TRANSMEM  Extent  of  a  transmembrane  region 

ZN_FING  Extent  of  a  zinc  finger  region 

SIMILAR  Extent  of  a  similarity  with  another  protein  sequence.   Precise 

information,  relative  to  that  sequence  is  given  in  the  description 
field 

REPEAT  Extent  of  an  internal  sequence  repetition 

HELIX  Secondary  structure  -  Hehces,  e.g.,  Alpha-helix,  3(10)  helix,  oi 

Pi-helix 

STRAND  Secondary  structure  -  Beta-strand,  e.g.,  Hydrogen  bonded  beta- 

strand,  or  Residue  in  an  isolated  beta-bridge 

TURN  Secondary  structure  -  Turns,  e.g.,  H-bonded  turn  (3-tum,  4-tum,  or 

5 -turn) 

ACT_SITE  Amino  acid(s)  involved  in  the  activity  of  an  enzyme 

SITE  Any  other  interesting  site  on  the  sequence 

INIT_MET  The  sequence  is  known  to  start  with  an  initiatormethionine 

NON_TER  he  residue  at  an  extremity  of  the  sequence  is  not  the  terminal 

residue.  If  applied  to  position  1,  this  signifies  that  the  first  position 
is  not  the  N-terminus  of  the  complete  molecule.  If  applied  to  the  last 
position,  it  signifies  that  this  position  is  not  the  C-terminus  of  the 
complete  molecule.  There  is  no  description  field  for  this  key 

NON_CONS  Non  consecutive  residues.  Indicates  that  two  residues  in  a  sequence 

are  not  consecutive  and  that  there  are  a  number  of  unsequenced 
residues  between  them 

UNSURE  Uncertainties  in  the  sequence.  Used  to  describe  region(s)  of  a 

sequence  for  which  the  authors  are  unsure  about  the  sequence 
assignment 


In  paragraph  (a)  of  §  1.821,  the  reference  to  "Standard  ST. 23: 
Recommendation  for  the  presentation  of  Nucleotide  and 
Amino  Acid  Sequence  Listings  in  Patent  Applications  and  in 
Published  Patent  Documents,  paragraphs  8  through  12,  April 
1994"  has  been  replaced  by  "Standard  ST.25:  Standard  for  the 
Presentation  of  Nucleotide  and  Amino  Acid  Sequence  Listings 
in  Patent  Applications  (1998),  including  Tables  1  through  6  in 
Appendix  2."  These  changes  reflect  the  correct  information 
with  regard  to  the  incorporated  WIPO  standard  and  the  lists  of 
symbols  for  nucleotide  and  amino  acid  sequence  characters. 


Further  in  paragraph  (a)  of  §  1.821,  "(Hereinafter  "WIPO 
Standard  ST. 23  (April,  1994)")"  has  been  changed  to  "(Here- 
inafter '"WIPO  Standard  ST.25  (1998))."  This  change  is  nec- 


essary to  indicate  the  correct  abbreviation  for  new  standard 
ST25. 

Further  in  paragraph  (a)  of  §  1.821,  both  occurrences  of 
"Copies  of  ST.23"  have  been  changed  to  "Copies  of  WIPO 
Standard  ST.25  (1998)."  This  change  is  necessary  to  reflect  the 
new  standard  number. 

In  paragraph  (a)(1)  of  §  1.821,  "ST.23  (April  1994),  paragraph 
8"  has  been  changed  to  "ST.25  (1998),  Appendix  2,  Table  1." 
This  change  reflects  the  correct  information  with  regard  to  the 
incorporated  WIPO  standard  and  the  list  of  symbols  to  be  used 
for  nucleotide  sequence  characters. 

Further  in  paragraph  (a)(1)  of  §  1.821,  "ST.23  (April  1994), 
paragraph  9"  has  been  changed  to  "ST.25  (1998),  Appendix  2, 
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Table  2."  This  change  reflects  the  correct  information  with 
regard  to  the  incorporated  WIPO  standard  and  the  list  of 
modified  bases  which  can  be  presented  as  unmodified  nucle- 
otide sequence  characters. 

In  paragraph  (a)(2)  of  §  1.821,  all  three  occurrences  of  "ST.23 
(April  1994),  paragraph  11"  have  been  changed  to  "ST.25 
(1998),  Appendix  2,  Table  3."  This  change  reflects  the  correct 
information  with  regard  to  the  incorporated  WIPO  standard 
and  the  list  of  symbols  to  be  used  for  amino  acid  sequence 
characters. 

Further  in  paragraph  (a)(2)  of  §  1.821,  "ST.23  (April  1994), 
paragraph  12"  has  been  changed  to  "ST.25  (1998),  Appendix  2, 
Table  4."  This  change  reflects  the  correct  information  with 
regard  to  the  incorporated  WIPO  standard  and  the  list  of 
modified  or  unusual  amino  acids  which  can  be  presented  as 
unmodified  amino  acid  sequence  characters. 

In  paragraph  (c)  of  §  1 .82 1 ,  each  of  the  three  occurrences  of  the 
words  "integer  identifier"  or  "integer  identifiers"  has  been 
changed  to  "sequence  identifier"  or  "sequence  identifiers"  as 
appropriate.  WIPO  Standard  ST.25  (1998),  uses  the  term 
"sequence  identifier"  rather  than  "integer  identifier."  Thus,  this 
change  is  necessary  to  achieve  harmonization  with  the  inter- 
national standard. 

In  the  last  sentence  of  paragraph  (c)  of  §  1.821,  the  phrase  "The 
sequence  omitted  shall  appear  following  the  integer  identifier" 
of  the  proposed  rule  has  been  replaced  by  the  code  '000'  shall 
be  used  in  place  of  the  sequence."  The  response  for  the 
numeric  identifier  <160>  shall  include  the  total  number  of  SEQ 
ID  NOs,  whether  followed  by  a  sequence  or  by  the  code  '000'. 
The  code  <000>  should  be  put  into  <400>.  This  change 
permits  flexibility  in  the  preparation  and  amendment  of  Se- 
quence Listings.  It  also  makes  the  rule  language-neutral  and  is 
consistent  with  WIPO  Standard  ST.25  (1998). 

In  paragraph  (d)  of  §  1.821,  the  words  "integer  identifier"  have 
been  changed  to  "sequence  identifier."  WIPO  Standard  ST.25 
(1998)  uses  the  term  "sequence  identifier"  rather  than  "integer 
identifier."  Thus,  this  change  is  necessary  to  achieve  harmoni- 
zation with  the  international  standard. 

In  paragraphs  (f),  (g)  and  (h)  of  §  1.821,  the  sentence  "Such  a 
statement  must  be  a  verified  statement  if  made  by  a  person  not 
registered  to  practice  before  the  Office"  has  been  deleted.  The 
separate  verification  requirements  in  §  1.821  have  been  elimi- 
nated in  view  of  the  recent  amendment  to  1.4(d)  and  10.18.  See 
Changes  to  Patent  Practice  and  Procedure;  Final  Rule,  62  FR. 
53131  (October  10,  1997),  1203  Off.  Gaz.  Pat.  Office  63 
(October  21,  1997).  Paragraph  (g)  of  §  1.821  has  also  been 
amended  to  provide  that  the  Office  will  provide  a  "period  of 
time"  (rather  than  one  month)  within  which  the  applicant  must 
comply  with  the  requirements  of  §  1.821(b)  through  (f)  in 
order  to  avoid  abandonment. 

Further  in  paragraph  (f)  of  §  1.821,  the  following  has  been 
added  at  the  end  of  the  first  sentence,  ",  e.g.,  the  information 
recorded  in  computer  readable  form  is  identical  to  the  written 
sequence  listing."  WIPO  Standard  ST.25  (1998),  paragraph  39, 
requires  the  language  which  has  been  added  as  an  acceptable 
example  for  phrasing  the  required  statement  that  the  computer 
readable  form  and  the  written  sequence  listing  are  the  same. 

Section  1.822 

In  paragraph  (b)  of  1.822,  both  references  to  WIPO  Standard 
ST.23  (April  1994),  paragraphs  8  and  11,  as  proposed  have 
been  changed  to  "WIPO  Standard  ST.25  (1998),  Appendix  2, 
Tables  1  and  3."  These  changes  reflect  the  correct  information 
with  regard  to  the  incorporated  WIPO  standard  and  the  lists  of 
symbols  for  nucleotide  and  amino  acid  sequence  characters. 

Further  in  paragraph  (b)  of  1.822,  "WIPO  Standard  ST.23 
(April  1994),  paragraphs  9  and  12"  as  proposed  has  been 
changed  to  "WIPO  Standard  ST.25  (1998),  Appendix  2,  Tables 
2  and  4."  This  change  reflects  the  correct  information  with 
regard  to  the  incorporated  WIPO  standard  and  the  lists  of 
modified  bases  and  modified  or  unusual  amino  acids  which  can 
be  depicted  in  the  Sequence  Listing  via  the  symbols  for  a 
corresponding  unmodified  base  or  amino  acid. 


Further  in  paragraph  (b)  of  1.822,  the  symbol  designating  an 
unknown  nucleotide  base  or  a  nucleotide  base  other  than  those 
listed  in  the  WIPO  standard  was  proposed  as  an  upper  case 
letter  "N."  This  symbol  has  been  changed  to  a  lower  case  letter 
"n."  This  change  is  consistent  with  the  use  of  lower  case  letters 
for  the  symbols  representing  the  nucleotide  bases.  Further  in 
paragraph  (b)  of  1.822,  the  language  has  been  clarified  to 
specifically  state  that  each  "n"  or  "Xaa"  represents  only  a 
single  residue.  Thus,  for  example,  a  single  "Xaa"  may  not  be 
used  to  designate  a  string  of  four  amino  acids,  each  of  which 
is  unknown.  This  represents  a  codification  of  existing  practice. 

Further  in  paragraph  (b)  of  §  1.822,  the  information  required  in 
the  Feature  section  to  explain  the  use  of  "n"  or  "Xaa"  in  a 
given  sequence  is  referred  to  "as  appropriate."  Additional 
instruction  is  added  at  the  end  of  paragraph  (b)  of  §  1.822 
following  "the  Feature  section"  indicating  ",  preferably  by 
including  one  or  more  feature  keys  listed  in  WIPO  Standard 
ST.25  (1998),  Appendix  2,  Tables  5  and  6."  This  change 
specifies  the  preference  for  using  the  feature  keys  listed  in  the 
WIPO  standard  in  order  to  aid  applicants  in  filing  a  CRF  which 
will  comply  with  WIPO  Standard  ST.25  (1998).  These  feature 
keys  are  controlled  vocabulary  and  are  considered  language 
neutral.  Their  use  is  required  in  a  PCT  patent  apphcation  or  a 
patent  application  in  a  foreign  country  which  has  adopted 
WIPO  Standard  ST.25  (1998). 

In  paragraph  (c)(1)  of  §  1.822,  "WIPO  Standard  ST.23  (April 
1994),  paragraph  8"  as  proposed  has  been  changed  to  WIPO 
Standard  ST.25  (1998),  Appendix  2,  Table  1."  This  change 
reflects  the  correct  information  with  regard  to  the  incorporated 
WIPO  standard  and  the  list  of  symbols  to  be  used  for 
nucleotide  sequence  characters. 

In  paragraph  (d)(1)  of  §  1.822,  "WIPO  Standard  ST.23  (April 
1994),  paragraph  11,  as  proposed  has  been  changed  to  "WIPO 
Standard  ST.25  (1998),  Appendix  2,  Table  3."  This  change 
reflects  the  correct  information  with  regard  to  the  incorporated 
WIPO  standard  and  the  list  of  symbols  to  be  used  for  amino 
acid  sequence  characters. 

In  paragraph  (d)(1)  of  §  1.822,  "WIPO  Standard  ST.23  (April 
1994),  paragraph  11,  as  proposed  has  been  changed  to  "WIPO 
Standard  ST.25  (1998),  Appendix  2,  Table  3."  This  change 
reflects  the  cortect  information  with  regard  to  the  incorporated 
WIPO  standard  and  the  list  of  symbols  to  be  used  for  amino 
acid  sequence  characters. 

In  paragraph  (d)(4)  of  §  1.822,  the  section  notes  that  enumera- 
tion requirements  are  applicable  to  amino  acid  sequences  that 
are  circular  in  configuration.  The  following  language  has  been 
added  to  the  end  of  the  paragraph  ",  with  the  exception  that  the 
designation  of  the  first  amino  acid  of  the  sequence  may  be 
made  at  the  option  of  the  applicant."  This  change  is  necessary 
to  provide  consistency  with  its  counterpart  of  circular  nucle- 
otide sequences  as  provided  in  paragraph  (c)(7)  of  §  1.822. 
This  change  is  also  consistent  with  WIPO  Standard  ST.25 
(1998),  paragraph  21.  In  paragraph  (e)  of  §  1.822,  the  words 
"integer  identifiers"  have  been  changed  to  "sequence  identifi- 
ers." WIPO  Standard  ST.25  (1998)  uses  the  term  "sequence 
identifier"  rather  than  "integer  identifier."  Thus,  this  change  is 
necessary  to  achieve  harmonization  with  the  international 
standard. 

Section  1.823 

In  paragraph  (a)  of  1.823,  the  entire  second  sentence  which 
read  "On  a  separate  page  of  the  application  specification, 
immediately  prior  to  the  claims,  there  shall  be  a  reference  to 
the  presence  of  the  'Sequence  Listing'  in  a  'Sequence  Listing 
Annex.'"  has  been  eliminated.  The  designation  of  the  Se- 
quence Listing  as  an  annex  to  the  specification  was  initially 
proposed  in  an  early  version  of  the  international  standard.  This 
tenninology  is  not  used  in  WIPO  Standard  ST.25  (1998), 
however,  and  so  it  has  also  been  eliminated  from  paragraph  (a) 
of  1.823,  as  proposed.  Simplification  results  as  well  by  the 
elimination  of  the  requirement  that  the  Sequence  Listing  must 
be  designated  as  an  annex  to  the  specification. 

In  paragraph  (a)  of  §  1.823,  the  third  sentence  has  been 
modified  by  deleting  the  words  "shall  appear  in  the  'Sequence 
Listing  Annex,'  which  is."  As  explained  above,  the  current 
version  of  the  international  standard  does  not  require  designat- 
ing the  Sequence  Listing  as  an  annex  to  the  specification. 
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In  paragraph  (a)  of  §  1.823,  the  words  "preferably  should  be" 
have  been  added  to  the  third  sentence,  before  "numbered 
independently  of  the  numbering  of  the  remainder  of  the 
application"  to  describe  the  independent  page  numbering  of 
the  Sequence  Listing  in  paper  copy  form.  The  term  "prefer- 
ably" was  added  for  purposes  of  harmonization  with  WIPO 
Standard  ST.25  (1998).  In  paragraph  (a)  of  §  1.823,  the  last 
clause  of  the  third  sentence  "and  shall  be  placed  in  the 
apphcation  file"  has  been  deleted  as  unnecessary  and  poten- 
tially confusing  now  that  the  reference  to  a  "Sequence  Listing 
Annex"  has  been  removed  from  this  paragraph.  In  paragraph 
(a)  of  §  1.823,  the  fourth  sentence  has  been  eliminated  in  its 
entirety.  As  explained  above,  the  current  version  of  the 
international  standard  does  not  require  designating  the  Se- 
quence Listing  as  an  annex  to  the  specification. 

In  paragraph  (a)  of  §  1.823,  in  both  occurrences  in  the  fifth 
sentence  and  in  the  single  occurrence  in  the  sixth  sentence,  the 
word  "shall"  has  been  changed  to  "should."  These  changes  are 
necessary  for  purposes  of  achieving  consistency  with  WIPO 
Standard  ST.25  (1998). 

In  paragraph  (b)  of  §  1.823,  the  first  sentence  has  been 
modified  by  the  deletion  of  the  words  "in  addition  to  and 
immediately  preceding."  This  change  is  consistent  with  WIPO 
Standard  ST.25  (1998). 

In  paragraph  (b)  of  §  1.823,  the  fifth  sentence  has  been  deleted, 
eliminating  the  prohibition  of  any  item  of  information  occu- 
pying more  than  one  line.  This  change  is  consistent  with  WIPO 
Standard  ST.25  (1998). 

In  paragraph  (b)  of  §  1.823,  the  last  sentence  has  been  deleted 
to  eliminate  the  "rep"  designation  for  data  elements  of  the 
"Sequence  Listing."  Certain  data  elements  may  still  be  re- 
peated within  the  listing  but  this  change  was  made  for 
harmonization  of  the  table  with  WIPO  Standard  ST.25  (1998). 

In  paragraph  (b)  of  §  1.823,  the  eighth  sentence  has  been 
modified  to  reflect  the  new  numeric  numbering  scheme,  for 
harmonization  with  WIPO  Standard  ST.25  (1998).  Specifi- 
cally, ■'<100>  through  <193>"  of  the  proposed  rule  has  been 
changed  to  "<110>  through  <170>."  The  table  in  paragraph  (b) 
of  §  1.823.  has  been  changed  to  reflect  the  revised  numbering 
scheme  and  data  elements  used  in  WIPO  Standard  ST.25 
(1998).  The  specific  changes  are  as  follows: 

Numeric  identifier  "<100>,  General  Information,"  has  been 
deleted  from  the  proposed  rules,  as  it  is  not  present  in  WIPO 
Standard  ST.25  (1998). 

Numeric  identifier  "<110>,  Applicant,"  in  the  proposed  rule, 
has  been  changed  to  indicate  that  "preferably"  a  maximum  of 
ten  names  may  be  indicated.  This  change  aUows  for  more  than 
ten  names  in  the  AppUcant  field  for  those  instances  in  which 
such  would  be  appropriate.  This  change  is  consistent  with 
WIPO  Standard  ST.25  (1998). 

Numeric  identifier  "<120>,  Title  of  Invention,"  in  the  proposed 
rule,  has  been  changed  to  ehminate  the  limitation  that  the  title 
be  a  maximum  of  four  lines.  This  change  allows  applicants 
more  flexibility  with  respect  to  the  title.  This  change  is 
consistent  with  WIPO  Standard  ST.25  (1998). 

Numeric  identifier  "<130>,  Number  of  Sequences,"  in  the 
proposed  rule,  has  been  changed  to  reflect  "<130>,  File 
Reference,"  as  stated  in  WIPO  Standard  ST.25  (1998).  This 
numeric  identifier  was  indicated  as  "<183>,  File  Reference/ 
Docket  Number",  in  the  rule  as  proposed. As  proposed  this  was 
an  optional  numeric  identifier.  The  numeric  identifier  remains 
optional  once  the  application  has  been  assigned  an  application 
number,  e.g.,  a  serial  number.  This  numeric  identifier  is  now 
MANDATORY  when  an  application  number  has  not  yet  been 
assigned  to  the  application,  such  as  on  the  day  the  application 
is  initially  filed.  This  change  will  assist  in  the  matching  of 
sequence  information  submissions  with  an  application  in  the 
event  that  either  the  paper  copy  or  the  computer  readable  form 
were  to  become  separated  from  the  remainder  of  the  applica- 
tion. This  change  is  consistent  with  WIPO  Standard  ST.25 
(1998). 

The  Number  of  Sequences  field  identified  as  "<130>"  in  the 
proposed  rule  is  now  numbered  "<160>"  in  §  1.823  as  adopted 
and  redefined  as  "Number  of  SEQ  ID  NOs."  The  information 
associated  with  numeric  identifiers  "<140>"  through  "<153>," 


"Correspondence  Address"  through  "Operating  System"  of  the 
proposed  rule,  has  been  eliminated  to  reduce  the  burden  on  the 
applicant  and  to  harmonize  with  WIPO  Standard  ST25  (1998). 
Some  of  these  numeric  identifiers  have  been  used  in  the  new 
numbering  scheme  and  have  been  associated  with  different 
information  as  indicated  herein  and  in  the  Table  of  §  1.823. 
One  remaining  numeric  identifier  within  the  Computer  Read- 
able Form  section,  "<154>,  Software,"  of  the  proposed  rule, 
will  remain,  with  the  exception  that  it  has  been  reassigned  the 
numeric  identifier  of  "<170>"  to  reflect  the  numbering  scheme 
presented  in  WIPO  Standard  ST.25  (1998). 

The  main  headings  "<160>,  Current  Application  Data"  and 
"<170>,  Prior  Application  Data,"  of  the  proposed  rules,  have 
been  eliminated  to  harmonize  with  WIPO  Standard  ST.25 
(1998)  and  reduce  the  number  of  fields  in  the  Sequence 
Listing.  The  information  that  was  to  appear  under  these  main 
headings  remains  in  the  rules  but  has  been  reassigned  numeric 
identifiers  <140>  through  <150>.  The  specific  changes  are  as 
follows:  "<160>"  has  been  redefined  as  "Number  of  SEQ  ID 
NOs";  "<161>,  Application  Number,"  of  the  proposed  rule  is 
now  numbered  as  "<140>,"  and  is  defined  as  "Current  Appli- 
cation Number";  "<162>,  Filing  Date,"  of  the  proposed  rule  is 
now  numbered  "<141>,"  and  is  defined  as  "Current  Filing 
Date";  "<170>"  has  been  redefined  as  "Software  ";  "<171>, 
Application  Number,"  of  the  proposed  rule  is  now  numbered  as 
"<150>,"  and  is  defined  as  "Prior  Application  Number"; 
"<172>,  Filing  Date,"  of  the  proposed  rule  is  now  numbered  as 
"<151>,"  and  is  defined  as  "Prior  Application  Filing  Date." 

The  numeric  identifiers  now  numbered  "<150>,  Prior  Appli- 
cation Number,",  and  "<151>,  Prior  Application  Fifing  Date," 
are  now  mandatory  only  in  those  instances  in  which  a  claim  for 
priority  with  respect  to  those  prior  applications  is  being  made 
under  either  35  U.S.C.  119  or  120.  This  change  will  provide 
information  in  this  regard  when  it  is  most  useful  and  was 
necessary  to  harmonize  these  rules  with  WIPO  Standard  ST.25 
(1998).  Throughout  the  Sequence  Listing,  application  numbers 
must  be  set  forth  as  a  combination  of  the  two  digit  country 
code,  as  set  forth  in  WIPO  Standard  ST.3,  as  well  as  an 
application  number  in  accordance  with  WIPO  Standard  ST  1 3 
or  for  an  international  application,  the  numbering  system  as  set 
out  in  Section  307(a)  of  the  Administrative  Instructions  under 
the  PCX 

Numeric  identifiers  "<180>,  Attorney/Agent  Information," 
through  "<182>,  Registration  Number,"  of  the  proposed  rule, 
have  been  eliminated  to  harmonize  with  WIPO  Standard  ST.25 
(1998)  and  reduce  the  number  of  fields  in  the  Sequence 
Listing. 

Numeric  identifier  "<183>,  File  Reference/Docket  Number"  of 
the  proposed  rule  has  been  reassigned  as  numeric  identifier 
"<130>,"  and  redefined  as  "File  Reference"  in  an  effort  to 
harmonize  with  WIPO  Standard  ST.25  (1998). 

The  Telecommunication  Information  section,  "<190>"  through 
"<193>"  of  the  proposed  rules,  has  been  eliminated  in  order  to 
reduce  the  number  of  fields  in  the  Sequence  Listing  and 
harmonize  with  WIPO  Standard  ST25  (1998). 

Numeric  identifier  "<200>,  Information  for  SEQ  ID  NO:  #:", 
has  been  reassigned  the  numeric  identifier  "<210>,  SEQ  ID 
NO:  #:"  This  numeric  identifier  indicates  the  integer,  referred 
to  in  these  final  rules  as  the  sequence  identifier  for  both  the 
sequence  information  and  the  actual  sequence  which  follows 
the  information. 

Numeric  identifier  "<210>,  Sequence  Characteristics,"  of  the 
proposed  rule  has  been  eliminated  in  order  to  reduce  the 
number  of  required  elements  in  the  Sequence  Listing  and 
harmonize  with  WIPO  Standard  ST.25  (1998). 

The  valid  responses  for  the  mandatory  numeric  identifier 
"<212>,  Type,"  have  been  changed  from  "N"  and  "A",  as 
stated  in  the  proposed  rule,  to  "DNA,"  "RNA,"  and  "PRT" 
(protein)  in  order  to  harmonize  with  WIPO  Standard  ST.25 
( 1 998).  A  compound  that  is  a  mixture  of  DNA  and  RNA  should 
be  represented  by  "DNA."  This  change  is  consistent  with 
WIPO  Standard  ST.25  (1998). 

Numeric  identifier  "<213>,  Organism,"  has  been  added  to  the 
Sequence  Listing  of  these  final  rules  in  an  effort  to  harmonize 
with  WIPO  Standard  ST.25  (1998).  A  response  for  the  Organ- 
ism identifier  is  MANDATORY.  The  vaUd  responses  are  the 
scientific  name,  i.e.  "Genus  species",  "Artificial  Sequence",  or 
"Unknown." 
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Numeric  identifier  "<214>,  Topology,"  of  the  proposed  rule, 
has  been  eliminated  to  harmonize  with  WIPO  Standard  ST.25 
(1998),  and  to  reduce  the  burden  on  the  applicant. 

Numeric  identifier  "<290>,  Feature,"  has  become  numeric 
identifier  "<220>,  Feature."  This  numeric  identifier  has  be- 
come MANDATORY  for  those  sequences  in  which  numeric 
identifier  "<213>,  Organism,"  is  completed  with  either  "Arti- 
ficial Sequence"  or  "Unknown."  This  numeric  identifier  is  also 
required  if  the  compound  sequence  is  a  mixture  of  DNA  and 
RNA.  Numeric  identifier  "<220>,  Feature"  is  a  header  only. 
No  data  are  added  immediately  following  this  numeric  identi- 
fier. These  changes  are  required  to  achieve  harmonization  with 
WIPO  Standard  ST.25  (1998). 

Numeric  identifier  "<291>,  Name/Key,"  has  become  numeric 
identifier  "<221>,  Name/Key."  As  proposed,  the  information 
provided  was  restricted  to  a  maximum  of  four  lines.  The  four 
line  restriction  has  been  removed  to  reduce  the  limitations  on 
this  field.  The  comment  section  of  this  numeric  identifier  has 
been  changed  in  that  it  now  indicates  that  the  selection  of  a 
feature  name  or  feature  key  is  preferably  made  from  those 
fisted  in  Tables  5  and  6  of  WIPO  Standard  ST.25  (1998).  These 
tables  are  reproduced  above  and  this  preference  for  the  listed 
feature  names  and  keys  is  consistent  with  the  requirement  of 
WIPO  Standard  ST.25  (1998).  Numeric  identifier  "<292>, 
Location,"  has  become  "<222>,  Location,"  so  as  to  be  consis- 
tent with  the  numeric  identifiers  contained  in  WIPO  Standard 
ST.25  (1998). 

Numeric  identifier  "<294>,  Other  Information,"  has  become 
numeric  identifier  "<223>,  Other  Information,"  so  as  to  be 
consistent  with  the  numeric  identifiers  contained  in  WIPO 
Standard  ST.25  (1998).  This  numeric  identifier  has  become 
MANDATORY  for  those  sequences  in  which  numeric  identi- 
fier "<213>,  Organism,"  is  completed  with  either  "Artificial 
Sequence"  or  "Unknown".  Numeric  identifier  "<223>,  Other 
Information,"  should  contain  source  information  in  those 
instances  when  the  organism  is  unknown  or  is  an  artificial 
sequence.  For  example,  the  source  may  be  unknown  because 
the  material  was  isolated  from  a  mixed  bacterial  culture  rather 
than  a  pure  culture.  In  such  a  case,  numeric 
identifier"<223>,Other  Information,"  should  be  completed 
by  explaining  the  mixed  culture  source  of  the  sequenced 
material.  If  a  sequence  is  completely  synthesized  this  should  be 
indicated  in  numeric  identifier  "<223>,  Other  Information," 
while  numeric  identifier  "<213>,  Organism,"  would  indicate 
"Artificial  Sequence."  This  change  has  been  made  to  accom- 
plish harmonization  between  these  rules  and  WIPO  Standard 
ST.25  (1998)  which  contains  the  same  mandatory  requirement 
in  this  regard. 

Numeric  identifiers  "<308>"  through  "<310>,"  referring  to  the 
"  Patent  Document  Number,"  "Filing  Date  "  and  "  Publication 
Date,"  of  the  proposed  rule,  have  been  moved  to  numeric 
identifiers  "<310>"  to  "<312>,"  respectively,  of  this  Final  Rule 
in  order  to  harmonize  with  the  numeric  numbering  scheme  of 
WIPO  Standard  ST.25  (1998).  Citations  in  the  Sequence 
Listing  must  comply  with  WIPO  Standard  ST. 6  for  publication 
numbers  and  WIPO  Standard  ST.  16  for  document  codes. 

New  numeric  identifiers  "<308>,  Database  Accession  Num- 
ber," and  "<309>  Database  Entry  Date,"  have  been  added  to 
the  final  rules  to  harmonize  with  WIPO  Standard  ST.25  (1998). 
These  fields  were  added  to  the  publication  information  section 
of  WIPO  Standard  ST.25  (1998)  to  give  an  applicant  more 
opportunity  to  further  identify  a  pubhshed  citation. 

Numeric  identifier  <400>  "  Sequence  Description:  SEQ  ID 
NO:  #:"has  been  changed  to  "Sequence  "  for  clarity.  Also  for 
clarity,  the  explanation  in  the  table  has  been  changed  to  "SEQ 
ID  NO  shall  follow  the  numeric  identifier  and  should  appear  on 
the  line  preceding  the  sequence."  The  format  of  the  date  fields 
has  been  changed  throughout  the  Sequence  Listing  to  accom- 
modate for  international  conventions.  All  date  fields  referenced 
in  the  Sequence  Listing  shall  conform  to  WIPO  Standard  ST.2. 
Because  compliance  with  §§  1.821  through  1.825  as  amended 
should  produce  Sequence  Listings  that  are  acceptable  to  all 
receiving  offices,  a  standardized  date  field  convention  was 
required. 

Section  1.824 

In  paragraph  (a)(6)  of  §  1.824,  ",  the  date  on  which  the  data 
were  recorded  on  the  computer  readable  form"  was  added  after 
"title  of  the  invention"  to  harmonize  with  WIPO  Standard 
ST.25  (1998)  requirements.  While  this  requirement  of  §  1.824 


was  proposed  to  be  eliminated,  that  proposal  is  not  adopted  for 
purposes  of  harmonization  with  WIPO  Standard  ST.25  (1998). 
Also  in  paragraph  (a)(6)  of  §  1.824,  "name  and  type  of 
computer  and"  was  deleted  to  reduce  the  requirements. 

Section  1.825 

In  paragraphs  (a),  (b),  and  (d)  of  §  1.825,  the  sentence  "Such 
a  statement  must  be  a  verified  statement  if  made  by  a  person 
not  registered  to  practice  before  the  Office"  has  been  deleted. 
The  separate  verification  requirements  in  §  1.825  have  been 
eliminated  in  view  of  the  recent  amendment  to  §§  1.4(d)  and 
10.18.  See  Changes  to  Patent  Practice  and  Procedure:  Final 
Rule,  62  FR.  53131  (October  10,  1997),  1203  Off.  Gaz.  Pat. 
Office  63  (October  21,  1997). 

Response  to  and  Analysis  of  Comments 

Six  written  comments  were  received  in  response  to  the  Notice 
of  Proposed  Rulemaking.  Several  of  these  comments  address 
the  three  specific  queries  set  forth  in  the  Notice  of  Proposed 
Rulemaking. 

The  first  query  posed  in  the  Notice  of  Proposed  Rulemaking 
was:  (1)  Should  the  PTO  accept  voluntary  submissions  of 
computer  readable  forms  and  Sequence  Listings  where  a 
D-amino  acid  is  contained  in  the  sequence?  If  such  voluntary 
submissions  are  accepted,  should  there  be  a  restriction  on  the 
choice  of  identifying  a  D-amino  acid  by  an  Xaa  or  by  its 
L-amino  acid  counterpart  abbreviation? 

Comment:  One  comment  indicated  that  not  only  should  the 
PTO  accept  voluntary  submissions  under  these  rules  where  a 
D-amino  acid  is  contained  in  the  sequence,  the  Office  should 
make  such  submissions  mandatory  and  designated  by  an  Xaa. 
One  comment  indicated  that  sequences  containing  D-amino 
acids  should  not  be  in  the  PTO  databases. 

Response:  Upon  careful  consideration,  the  PTO  has  decided  to 
accept  voluntary  submissions  of  protein  sequences  containing 
D-amino  acids.  The  PTO  strongly  encourages  anyone  making 
such  voluntary  submissions  to  identify  a  D-amino  acid  with  an 
Xaa,  describing  the  D-amino  acid  in  the  Features  section  of  the 
Sequence  Listing.  This  section  is  indicated  by  numeric  identi- 
fiers <220>  through  <223>  in  37  CFR  §  1.823.  Procedural 
concerns  compel  this  acceptance  of  voluntary  submissions. 
Computer  readable  forms  are  processed  prior  to  examination. 
It  is  cumbersome  to  establish  a  viable  procedure  to  redact  any 
voluntary  submissions  out  of  the  PTO  database.  The  use  of  Xaa 
to  indicate  a  D-amino  acid,  should  such  sequence  information 
be  submitted  in  accordance  with  these  rules,  is  encouraged  so 
as  to  alert  anyone  reviewing  the  sequence  that  a  particular 
amino  acid  is  other  than  a  naturally  occurring  L-amino  acid 
and  to  more  accurately  depict  the  extent  of  similarities  between 
such  a  sequence  and  the  L-amino  acid  containing  sequences 
present  in  a  database  being  searched  for  examination  or  other 
purposes. 

Because  the  sequence  databases  do  not  currently  include 
D-amino  acids  in  sequences  and  thus  are  not  searchable  for 
such  sequences,  the  submission  of  those  sequences  containing 
D-amino  acids  will  not  be  made  mandatory. 

The  second  query  posed  in  the  proposed  rules  was:  (2)  Should 
the  provisions  of  37  CFR  §  1.821(c)  be  altered  to  exclude  some 
prior  art  sequences  from  inclusion  in  the  Sequence  Listing 
even  though  they  are  presented  in  a  patent  application  disclo- 
sure as  sequences?  Should  the  reference  to  an  accession 
number  of  an  admitted  prior  art  sequence  in  a  publicly 
available,  electronic,  sequence  database  suffice  and  exclude 
that  sequence  from  the  requirements  of  the  sequence  rules? 

Comment:  Four  comments  indicated  that  known  "prior  art" 
sequences  should  not  be  required  in  the  Sequence  Listing.  A 
referral  to  a  publicly  available,  electronic,  sequence  database 
for  access  to  such  "prior  art"  sequences  would  be  an  acceptable 
alternative  to  two  of  those  commenting  on  this  aspect;  the 
other  two  did  not  address  this  point.  The  reasons  given  for 
excluding  such  sequences  are  the  expense  and  time  required  by 
applicants  and  their  representatives  in  the  inclusion  of  "prior 
art"  sequences  that  are  considered  to  be  "non-inventive". 
Reducing  the  bulk  of  the  paper  copy  of  the  Sequence  Listing 
was  also  mentioned. 

Response:  The  requirement  to  submit  all  disclosed  sequences 
in  the  format  required  by  §§  1.821  through  1.825  is  main- 
tained. This  point  was  discussed  with  officials  from  the  JPO 
and  EPO.The  offices  have  considered  the  stated  concerns  with 
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regard  to  costs  to  applicants.  Sections  §§  1.821  through  1.825 
do  not  require  any  information  to  be  disclosed  in  the  form  of 
a  sequence,  but  rather  require  a  particular  format  whenever 
information  is  presented  in  the  form  of  a  sequence. Those 
applicants  for  whom  compliance  with  the  rules  remains  a 
significant  hardship  may  petition  under  §  1.183  for  a  waiver  of 
the  applicable  requirement  of  §§  1.821  through  1.825. 

The  technical  and  legal  concerns  mentioned  in  the  Notice  of 
Proposed  Rulemaking  still  exist  concerning  the  use  of  an 
alternative  reference  to  a  pubhcly  available,  electronic,  se- 
quence database.  These  concerns  are:  (1)  What  constitutes  a 
publicly  available,  electronic,  sequence  database?  (2)  Would 
the  USPTO  and  the  other  patent  offices  which  have  similar 
rules  be  required  to  produce  a  list  of  internationally  accepted 
databases?  (3)  What  would  be  the  criteria  for  such  acceptance? 
(4)  An  additional  issue  would  exist  involving  electronic 
records  maintenance:  is  there  any  assurance  that  once  infor- 
mation is  contained  in  a  database  that  it  will  be  retained  and 
available  indefinitely  without  alteration?  Changes  to  the  infor- 
mation in  nucleic  acid  sequence  databases  resuUing  from  the 
discovery  of  sequencing  errors  are  well-known.  (5)  Does  the 
mere  existence  of  the  sequence  information  in  such  a  record 
constitute  reasonable  means  of  retrieval?  In  other  words, 
would  one  need  some  text  basis  or  other  identifier  to  retrieve 
the  information? 

Additional  reasons  for  the  inclusion  of  these  prior  art  se- 
quences remain  relevant.  These  reasons  are:  (1)  the  assessment 
of  whether  a  particular  sequence  falls  within  the  requirements 
of  the  current  rules  is  simple;  (2)  the  general  pubhc  is  assured 
that  all  patents  which  contain  any  sequence  information 
contain  all  of  the  sequence  information  in  the  Sequence  Listing 
and  all  sequences  are  available  in  a  computer  accessible  form; 
and  (3)  as  a  publication,  the  contextual  association  of  new  and 
old  information  is  potentially  unique  to  the  patent  and  very 
valuable  to  anyone  assessing  the  state  of  the  art  at  the  time  of 
a  patented  invention,  and  thus  are  desirable  to  be  present  in 
electronic  form  in  association  with  that  patent. 

The  third  query  posed  in  the  proposed  rules  was:  (3)  Should 
Sequence  Listings  filed  in  an  international  application  filed 
under  the  PCT  be  published  only  electronically  and  made 
available  for  retrieval  electronically  by  an  accession  number 
from  several  sequence  repositories? 

Comment:  Two  comments  were  received  in  response  to  this 
query,  one  in  favor  and  one  opposed  to  limiting  the  pubhcation 
of  the  Sequence  Listing  to  an  electronic  form  for  published 
PCT  applications  in  the  international  phase. 

Response:  At  this  time  paper  copies  of  the  Sequence  Listings 
filed  as  part  of  the  description  will  continue  to  be  published  in 
applications  filed  under  PCT.  The  PTO  together  with  the  EPO, 
JPO  and  WIPO  will  continue  to  discuss  the  possibiUty  of 
electronic  publication.  However,  any  implementation  of  such 
electronic  publication  in  lieu  of  publication  in  paper  form  will 
not  be  undertaken  until  further  study  has  been  completed. 

Comment:  One  comment  suggested  that  informative  English 
words  be  placed  next  to  the  numerical  headings  in  the 
Sequence  Listing  as  printed  in  a  U.S.  patent. 

Response:  The  PTO  will  provide  Enghsh  words  corresponding 
to  the  numeric  identifiers  in  the  printed  U.S.  patents. 

Comment:  One  comment  suggested  addition  of  a  descriptive 
comment  line  to  the  Sequence  Listing. 

Response:  The  "Other  Information"  line  in  the  Features 
section,  which  is  numeric  identifier  <223>  in  §  1.823,  provides 
for  a  description  of  a  sequence.  While  completion  of  this 
section  is  only  mandatory  when  the  sequence  contains  "n", 
"Xaa".  a  modified  or  unusual  L-amino  acid  or  a  modified  base, 
it  is  frequently  completed  in  other  circumstances. 

Comment:  One  comment  requested  we  harmonize  §§  1.821 
through  1.825  with  PCT,  EPO  and  other  authorities  such  that 
the  differences  in  the  requirements  for  Sequence  Listing 
submissions  are  minimal. 

Response:  This  change  to  §§  1.821  through  1.825  is  the  result 
of  such  an  effort  to  harmonize  the  PTO,  PCT,  EPO  and  JPO 
Sequence  Listing  requirements  to  the  extent  possible.  The 
requirements  of  newly  developed  WIPO  ST.25  are  substan- 
tially identical  to  the  requirements  of  amended  §§  1.821 
through  1.825.  PatentIn  Version  2.0  software,  now  available,  is 
drafted  to  meet  all  of  the  requirements  of  WIPO  Standard 


ST.25  (1998).  The  requirements  of  §§  1.821  through  1.825, 
however,  are  less  stringent  than  the  requirements  of  WIPO 
Standard  ST.25  (1998).  Thus,  applicants  who  wish  to  file  in 
countries  which  adhere  to  WIPO  Standard  ST.25  (1998)  should 
consider  the  following  when  not  using  PatentIn  Version  2.0: 

1.  The  WIPO  Standard  ST.25  (1998)  does  not  permit  submis- 
sions using  a  Macintosh  computer. 

2.  The  WIPO  Standard  ST.25  (1998)  does  not  accept  the  range 
of  media  permitted  by  amended  §§  1.821  through  1.825. 

3.  The  answers  in  field  <221>  and  <222>  must  use  selections 
from  Tables  5  and  6  of  WIPO  Standard  ST.25  (1998)  to  comply 
with  that  standard.  The  terms  from  these  Tables  are  considered 
language  neutral  vocabulary. 

4.  Any  free  text  in  numeric  identifier  <223>  of  a  Sequence 
Listing  will  not  be  translated  and  thus  must  also  appear  in  the 
specification  of  applications  filed  under  WIPO  Standard  ST.25 
(1998)  for  compliance. 

5.  A  CRF  filed  after  the  filing  of  an  application  under  the  PCT 
does  not  form  part  of  the  disclosure  and  will  not  be  published 
in  the  pamphlet. 

6.  Paragraph  39  of  WIPO  Standard  ST.25  (1998)  requires  the 
specific  wording  "the  information  recorded  on  the  form  is 
identical  to  the  written  sequence  listing." 

7.  WIPO  Standard  ST.25  (1998),  paragraph  24,  requires  spaces 
between  specified  numeric  identifiers  in  the  Sequence  Listing. 

Comment:  One  comment  requested  a  WINDOWS®  based 
version  of  PatentIn. 

Response:  A  WINDOWS®  based  version  of  PatentIn,  Paten- 
tIn 2.0,  has  been  developed  through  a  Trilaterally-sponsored 
joint  initiative  and  is  being  made  available. 

Comment:  One  comment  expressed  concern  over  application 
of  the  doctrine  of  equivalents  by  the  courts  to  sequence-based 
claim  language. 

Response:  Sections  §§  1.821  through  1.825  do  not  establish  a 
disclosure  requirement,  nor  do  they  alter  the  requirements  of 
35  U.S.C.  §  112.  They  merely  require  a  particular  format 
whenever  information  is  presented  in  the  form  of  a  sequence. 
The  use  of  sequence  identification  numbers  (SEQ  ID  NO:  #) 
only  provides  a  shorthand  way  for  applicants  to  refer  to 
sequence  information.  These  identification  numbers  do  not  in 
any  way  restrict  the  manner  in  which  an  invention  can  be 
claimed.  Similarly,  the  use  of  this  format  does  not  impact  the 
potential  interpretations  and  legal  determinations  that  could  be 
made  with  respect  to  claims  containing  information  in  the  form 
of  a  nucleotide  or  amino  acid  sequence. 

Comment:  One  comment  requested  the  flexibility  to  use 
single-letter  amino  acid  codes. 

Response:  Sections  §§  1.821  through  1.825  as  amended  do  not 
constrain  an  applicant  from  using  single  letter  codes  in  the 
disclosure.  The  requirements  of  the  sequence  searching  and  the 
sequence  storage  mechanisms  include  only  the  three-letter 
codes,  thus  the  need  for  the  constraint  on  the  Sequence  Listing 
information.  There  is  no  such  restriction  on  the  sequence 
format  in  the  body  of  the  disclosure  or  in  the  figures  imposed 
by  §§  1.821  through  1.825,  or  any  of  the  rules  of  practice;  only 
the  format  for  the  Sequence  Listing  is  specified  by  §§  1.821 
through  1.825. 

Review  Under  the  Paperwork  Reduction  Act  of  1995. 

Notwithstanding  any  other  provision  of  law,  no  person  is 
required  to  respond  to  nor  shall  a  person  be  subject  to  a  penalty 
for  failure  to  comply  with  a  collection  of  information  subject  to 
the  requirements  of  the  Paperwork  Reduction  Act  (PRA) 
unless  that  collection  of  information  displays  a  currently  valid 
0MB  control  number. 

This  rule  contains  collections  of  information  requirements 
subject  to  the  PRA.  The  principal  impact  of  this  Final  Rule  is: 
(1)  elimination  of  certain  requirements  of  §§  1.821  through 
1.825;  and  (2)  revision  of  §§  1.821  through  1.825  for  consis- 
tency with  WIPO  Standard  ST.25  (1998),  which  will  permit 
Sequence  Listings  to  be  presented  in  an  international,  language 
neutral  format.  The  public  reporting  burden  for  these  collec- 
tions of  information  have  been  approved  by  the  Office  of 
Management  and  Budget  (OMB)  under  OMB  control  number 
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0651-0024.  The  public  reporting  burden  for  this  collection  of 
information  is  estimated  to  average  80  minutes  per  response, 
including  the  time  for  reviewing  instructions,  searching  exist- 
ing data  sources,  gathering  and  maintaining  the  information. 
Send  comments  regarding  this  burden  estimate  or  any  other 
aspect  of  the  data  requirements,  including  suggestions  for 
reducing  this  burden,  to  Esther  M.  Kepplinger  at  the  address 
specified  above  or  to  the  Office  of  Information  and  Regulatory 
Affairs  of  OMB,  New  Executive  Office  Bldg.,  725  17th  St. 
NW,  rm.  10235,  Washington,  DC  20230,  Attn:  Desk  Officer  for 
the  Patent  and  Trademark  Office. 

Other  Considerations. 

This  Final  Rule  is  in  conformity  with  the  requirements  of  the 
Regulatory  Flexibility  Act  (5  U.S.C.  601  et  seq.).  Executive 
Order  12612  (October  26,  1987),  and  the  Paperwork  Reduction 
Act  of  1995  (44  U.S.C.  3501  et  seq.).  It  has  been  determined 
that  this  rulemaking  is  not  significant  for  the  purposes  of 
Executive  Order  12866  (September  30,  1993). 

The  Assistant  General  Counsel  for  Legislation  and  Regulation 
of  the  Department  of  Commerce  has  certified  to  the  Chief 
Counsel  for  Advocacy,  Small  Business  Administration  that  this 
Final  Rule  would  not  have  a  significant  impact  on  a  substantial 
number  of  small  entities  (Regulatory  Flexibility  Act,  5  U.S.C. 
605(b)).  The  principal  impact  of  this  Final  Rule  is:  (1) 
elimination  of  certain  requirements  of  §§  1.821  through  1.825; 
and  (2)  revision  of  §§  1.821  through  1.825  for  consistency  with 
WIPO  Standard  ST.25  (1998),  which  will  permit  Sequence 
Listings  to  be  presented  in  an  international,  language  neutral 
format. 

The  Office  has  determined  that  this  Final  Rule  has  no  Feder- 
alism implications  affecting  the  relationship  between  the  Na- 
tional Government  and  the  States  as  outlined  in  Executive 
Order  12612. 

List  of  Subjects 

37  CFR  Part  1 

Administrative  practice  and  procedure.  Courts,  Freedom  of 
Information,  Inventions  and  patents.  Incorporation  by  refer- 
ence. Reporting  and  record-keeping  requirements.  Small  busi- 
nesses. 

For  the  reasons  set  forth  in  the  preamble  and  under  the 
authority  granted  to  the  Commissioner  of  Patents  and  Trade- 
marks by  35  U.S.C.  6,  Title  37  of  the  Code  of  Federal 
Regulations,  part  1,  is  amended  as  follows: 

PART  1  -  RULES  OF  PRACTICE  IN  PATENT  CASES 


1 .  The  authority  citation  for  37  CFR  part  1  continues  to  read  as 
follows: 

Authority:  35  U.S.C.  6,  unless  otherwise  noted. 

2.  Section  §  1.821  is  revised  to  read  as  follows: 

§  1.821  Nucleotide  and/or  amino  acid  sequence  disclosures 
in  patent  applications. 

(a)  Nucleotide  and/or  amino  acid  sequences  as  used  in  §§ 
1.821  through  1.825  are  interpreted  to  mean  an  unbranched 
sequence  of  four  or  more  amino  acids  or  an  unbranched 
sequence  of  ten  or  more  nucleotides.  Branched  sequences  are 
specifically  excluded  from  this  definition.  Sequences  with 
fewer  than  four  specifically  defined  nucleotides  or  amino  acids 
are  specifically  excluded  from  this  section.  "Specifically  de- 
fined" means  those  amino  acids  other  than  "Xaa"  and  those 
nucleotide  bases  other  than  "n"  defined  in  accordance  with  the 
World  Intellectual  Property  Organization  (WIPO)  Handbook 
on  Industrial  Property  Information  and  Documentation,  Stan- 
dard ST.25:  Standard  for  the  Presentation  of  Nucleotide  and 
Amino  Acid  Sequence  Listings  in  Patent  Applications  (1998), 
including  Tables  1  through  6  in  Appendix  2,  herein  incorpo- 
rated by  reference.  (Hereinafter  "WIPO  Standard  ST.25 
(1998)").  This  incorporation  by  reference  was  approved  by  the 
Director  of  the  Federal  Register  in  accordance  with  5  U.S.C. 
552(a)  and  1  CFR  part  51.  Copies  of  WIPO  Standard  ST.25 


(1998)  may  be  obtained  from  the  World  Intellectual  Property 
Organization;  34  chemin  des  Colombettes;  1211  Geneva  20 
Switzerland.  Copies  of  ST.25  may  be  inspected  at  the  Patent 
Search  Room;  Crystal  Plaza  3,  Lobby  Level;  2021  South  Clark 
Place;  Arlington.  VA  22202.  Copies  may  also  be  inspected  at 
the  Office  of  the  Federal  Register,  800  North  Capitol  Street, 
NW,  Suite  700,  Washington,  DC.  Nucleotides  and  amino  acids 
are  further  defined  as  follows: 

(1)  Nucleotides:  Nucleotides  are  intended  to  embrace  only 
those  nucleotides  that  can  be  represented  using  the  symbols  set 
forth  in  WIPO  Standard  ST.25  (1998),  Appendix  2,  Table  1. 
Modifications,  e.g.,  methylated  bases,  may  be  described  as  set 
forth  in  WIPO  Standard  ST.25  (1998),  Appendix  2,  Table  2,  but 
shall  not  be  shown  explicitly  in  the  nucleotide  sequence. 

(2)  Amino  acids:  Amino  acids  are  those  L-amino  acids 
commonly  found  in  naturally  occurring  proteins  and  are  listed 
in  WIPO  Standard  ST.25  (1998),  Appendix  2,  Table  3.  Those 
amino  acid  sequences  containing  D-amino  acids  are  not 
intended  to  be  embraced  by  this  definition.  Any  amino  acid 
sequence  that  contains  post-translationally  modified  amino 
acids  may  be  described  as  the  amino  acid  sequence  that  is 
initially  translated  using  the  symbols  shown  in  WIPO  Standard 
ST.25  (1998),  Appendix  2,  Table  3  with  the  modified  positions; 
e.g.,  hydroxylations  or  glycosylations,  being  described  as  set 
forth  in  WIPO  Standard  ST.25  (1998),  Appendix  2,  Table  4,  but 
these  modifications  shall  not  be  shown  explicitly  in  the  amino 
acid  sequence.  Any  peptide  or  protein  that  can  be  expressed  as 
a  sequence  using  the  symbols  in  WIPO  Standard  ST.25  (1998), 
Appendix  2,  Table  3  in  conjunction  with  a  description  in  the 
Feature  section  to  describe,  for  example,  modified  linkages, 
cross  links  and  end  caps,  non-  peptidyl  bonds,  etc.,  is  embraced 
by  this  definition. 

(b)  Patent  applications  which  contain  disclosures  of  nucle- 
otide and/or  amino  acid  sequences,  in  accordance  with  the 
definition  in  paragraph  (a)  of  this  section,  shall,  with  regard  to 
the  manner  in  which  the  nucleotide  and/or  amino  acid  se- 
quences are  presented  and  described,  conform  exclusively  to 
the  requirements  of  §§  1.821  through  1.825. 

(c)  Patent  applications  which  contain  disclosures  of  nucle- 
otide and/or  amino  acid  sequences  must  contain,  as  a  separate 
part  of  the  disclosure,  a  paper  copy  disclosing  the  nucleotide 
and/or  amino  acid  sequences  and  associated  information  using 
the  symbols  and  format  in  accordance  with  the  requirements  of 
§  1.822  and  §  1.823.  This  paper  copy  is  hereinafter  referred  to 
as  the  "Sequence  Listing."  Each  sequence  disclosed  must 
appear  separately  in  the  "Sequence  Listing."  Each  sequence  set 
forth  in  the  "Sequence  Listing"  shall  be  assigned  a  separate 
sequence  identifier.  The  sequence  identifiers  shall  begin  with  1 
and  increase  sequentially  by  integers.  If  no  sequence  is  present 
for  a  sequence  identifier,  the  code  "000"  shall  be  used  in  place 
of  the  sequence.  The  response  for  the  numeric  identifier  <60> 
shall  include  the  total  number  of  SEQ  ID  NOs,  whether 
followed  by  a  sequence  or  by  the  code  "000." 

(d)  Where  the  description  or  claims  of  a  patent  application 
discuss  a  sequence  that  is  set  forth  in  the  "Sequence  Listing"  in 
accordance  with  paragraph  (c)  of  this  section,  reference  must 
be  made  to  the  sequence  by  use  of  the  sequence  identifier, 
preceded  by  "SEQ  ID  NO:"  in  the  text  of  the  description  or 
claims,  even  if  the  sequence  is  also  embedded  in  the  text  of  the 
description  or  claims  of  the  patent  application. 

(e)  A  copy  of  the  "Sequence  Listing"  referred  to  in  para- 
graph (c)  of  this  section  must  also  be  submitted  in  computer 
readable  form  in  accordance  with  the  requirements  of  § 
1.824.The  computer  readable  form  is  a  copy  of  the  "Sequence 
Listing"  and  will  not  necessarily  be  retained  as  a  part  of  the 
patent  application  file.  If  the  computer  readable  form  of  a  new 
application  is  to  be  identical  with  the  computer  readable  form 
of  another  apphcation  of  the  applicant  on  file  in  the  Patent  and 
Trademark  Office,  reference  may  be  made  to  the  other  appli- 
cation and  computer  readable  form  in  heu  of  filing  a  duplicate 
computer  readable  form  in  the  new  application  if  the  computer 
readable  form  in  the  other  application  was  compliant  with  all 
of  the  requirements  of  these  rules.  The  new  application  shall  be 
accompanied  by  a  letter  making  such  reference  to  the  other 
application  and  computer  readable  form,  both  of  which  shall  be 
completely  identified.  In  the  new  application,  applicant  must 
also  request  the  use  of  the  compliant  computer  readable 
"Sequence  Listing"  that  is  already  on  file  for  the  other 
application  and  must  state  that  the  paper  copy  of  the  "Sequence 
Listing"  in  the  new  application  is  identical  to  the  computer 
readable  copy  filed  for  the  other  application. 
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(f)  In  addition  to  the  paper  copy  required  by  paragraph  (c)  of 
this  section  and  the  computer  readable  form  required  by 
paragraph  (e)  of  this  section,  a  statement  that  the  content  of  the 
paper  and  computer  readable  copies  are  the  same  must  be 
submitted  with  the  computer  readable  form,  e.g.,  a  statement 
that  "the  information  recorded  in  computer  readable  form  is 
identical  to  the  written  sequence  Usting." 

(g)  If  any  of  the  requirements  of  paragraphs  (b)  through  (f) 
of  this  section  are  not  satisfied  at  the  time  of  filing  under  35 
U.S.C.  11 1(a)  or  at  the  time  of  entering  the  national  stage  under 
35  U.S.C.  371.  applicant  will  be  notified  and  given  a  period  of 
time  within  which  to  comply  with  such  requirements  in  order 
to  prevent  abandonment  of  the  application.  Any  submission  in 
reply  to  a  requirement  under  this  paragraph  must  be  accom- 
panied by  a  statement  that  the  submission  includes  no  new 
matter. 

(h)  If  any  of  the  requirements  of  paragraphs  (b)  through  (f) 
of  this  section  are  not  satisfied  at  the  time  of  filing  an 
international  application  under  the  Patent  Cooperation  Treaty 
(PCT).  which  application  is  to  be  searched  by  the  United  States 
International  Searching  Authority  or  examined  by  the  United 
States  International  Preliminary  Examining  Authority,  appli- 
cant will  be  sent  a  notice  necessitating  compliance  with  the 
requirements  within  a  prescribed  time  period.  Any  submission 
in  reply  to  a  requirement  under  this  paragraph  must  be 
accompanied  by  a  statement  that  the  submission  does  not 
include  matter  which  goes  beyond  the  disclosure  in  the 
international  application  as  filed.  If  applicant  fails  to  timely 
provide  the  required  computer  readable  form,  the  United  States 
International  Searching  Authority  shall  search  only  to  the 
extent  that  a  meaningful  search  can  be  performed  without  the 
computer  readable  form  and  the  United  States  International 
Preliminary  Examining  Authority  shall  examine  only  to  the 
extent  that  a  meaningful  examination  can  be  performed  with- 
out the  computer  readable  form. 

3.  Section  §  1.822  is  revised  to  read  as  follows: 

§  1.822  Symbols  and  format  to  be  used  for  nucleotide 
and/or  amino  acid  sequence  data. 

(a)  The  symbols  and  format  to  be  used  for  nucleotide  and/or 
amino  acid  sequence  data  shall  conform  to  the  requirements  of 
paragraphs  (b)  through  (e)  of  this  section. 

(b)  The  code  for  representing  the  nucleotide  and/or  amino 
acid  sequence  characters  shall  conform  to  the  code  set  forth  in 
the  tables  in  WIPO  Standard  ST.25  (1998),  Appendix  2,  Tables 
1  and  3.  This  incorporation  by  reference  was  approved  by  the 
Director  of  the  Federal  Register  in  accordance  with  5  U.S.C. 
552(a)  and  1  CFR  part  51.  Copies  of  ST.25  may  be  obtained 
from  the  World  Intellectual  Property  Organization;  34  chemin 
des  Colombettes;  1211  Geneva  20  Switzerland.  Copies  of 
ST25  may  be  inspected  at  the  Patent  Search  Room;  Crystal 
Plaza  3,  Lobby  Level;  2021  South  Clark  Place;  Ariington,  VA 
22202.  Copies  may  also  be  inspected  at  the  Office  of  the 
Federal  Register,  800  North  Capitol  Street,  NW,  Suite  700, 
Washington,  DC. No  code  other  than  that  specified  in  these 
sections  shall  be  used  in  nucleotide  and  amino  acid  sequences. 
A  modified  base  or  modified  or  unusual  amino  acid  may  be 
presented  in  a  given  sequence  as  the  corresponding  unmodified 
base  or  amino  acid  if  the  modified  base  or  modified  or  unusual 
amino  acid  is  one  of  those  fisted  in  WIPO  Standard  ST25 
(1998),  Appendix  2,  Tables  2  and  4,  and  the  modification  is 
also  set  forth  in  the  Feature  section.  Otherwise,  each  occur- 
rence of  a  base  or  amino  acid  not  appearing  in  WIPO  Standard 
ST.25  (1998),  Appendix  2,  Tables  1  and  3,  shall  be  fisted  in  a 
given  sequence  as  "n"  or  "Xaa,"  respectively,  with  further 
information,  as  appropriate,  given  in  the  Feature  section, 
preferably  by  including  one  or  more  feature  keys  listed  in 
WIPO  Standard  ST25  (1998),  Appendix  2,  Tables  5  and  6. 

(c)  Format  representation  of  nucleotides: 

(1)  A  nucleotide  sequence  shall  be  listed  using  the  lower- 
case letter  for  representing  the  one-letter  code  for  the  nucle- 
otide bases  set  forth  in  WIPO  Standard  ST.25  (1998),  Appen- 
dix 2,  Table  1 . 

(2)  The  bases  in  a  nucleotide  sequence  (including  introns) 
shall  be  listed  in  groups  of  10  bases  except  in  the  coding  parts 
of  the  sequence.  Leftover  bases,  fewer  than  10  in  number,  at 


the  end  of  noncoding  parts  of  a  sequence  shall  be  grouped 
together  and  separated  from  adjacent  groups  of  10  or  3  bases 
by  a  space. 

(3)  The  bases  in  the  coding  parts  of  a  nucleotide  sequence 
shall  be  listed  as  triplets  (codons).  The  amino  acids  corre- 
sponding to  the  codons  in  the  coding  parts  of  a  nucleotide 
sequence  shall  be  typed  immediately  below  the  corresponding 
codons.  Where  a  codon  spans  an  intron,  the  amino  acid  symbol 
shall  be  typed  below  the  portion  of  the  codon  containing  two 
nucleotides. 

(4)  A  nucleotide  sequence  shall  be  listed  with  a  maximum  of 
16  codons  or  60  bases  per  line,  with  a  space  provided  between 
each  codon  or  group  of  10  bases. 

(5)  A  nucleotide  sequence  shall  be  presented,  only  by  a 
single  strand,  in  the  5  to  3  direction,  from  left  to  right. 

(6)  The  enumeration  of  nucleotide  bases  shall  start  at  the 
first  base  of  the  sequence  with  number  1.  The  enumeration 
shall  be  continuous  through  the  whole  sequence  in  the  direc- 
tion 5  to  3.  The  enumeration  shall  be  marked  in  the  right 
margin,  next  to  the  line  containing  the  one-letter  codes  for  the 
bases,  and  giving  the  number  of  the  last  base  of  that  line. 

(7)  For  those  nucleotide  sequences  that  are  circular  in 
configuration,  the  enumeration  method  set  forth  in  paragraph 
(c)(6)  of  this  section  remains  applicable  with  the  exception  that 
the  designation  of  the  first  base  of  the  nucleotide  sequence  may 
be  made  at  the  option  of  the  applicant. 

(d)  Representation  of  amino  acids: 

(1)  The  amino  acids  in  a  protein  or  peptide  sequence  shall  be 
listed  using  the  three-letter  abbreviation  with  the  first  letter  as 
an  upper  case  character,  as  in  WIPO  Standard  ST25  (1998), 
Appendix  2,  Table  3. 

(2)  A  protein  or  peptide  sequence  shall  be  listed  with  a 
maximum  of  16  amino  acids  per  line,  with  a  space  provided 
between  each  amino  acid. 

(3)  An  amino  acid  sequence  shall  be  presented  in  the  amino 
to  carboxy  direction,  from  left  to  right,  and  the  amino  and 
carboxy  groups  shall  not  be  presented  in  the  sequence. 

(4)  The  enumeration  of  amino  acids  may  start  at  the  first 
amino  acid  of  the  first  mature  protein,  with  the  number  1. 
When  presented,  the  amino  acids  preceding  the  mature  protein, 
e.g..  pre-sequences,  pro-sequences,  pre-pro-sequences  and  sig- 
nal sequences,  shall  have  negative  numbers,  counting  back- 
wards starting  with  the  amino  acid  next  to  number  1.  Other- 
wise, the  enumeration  of  amino  acids  shall  start  at  the  first 
amino  acid  at  the  amino  terminal  as  number  1.  It  shall  be 
marked  below  the  sequence  every  5  amino  acids.  The  enu- 
meration method  for  amino  acid  sequences  that  is  set  forth  in 
this  section  remains  applicable  for  amino  acid  sequences  that 
are  circular  in  configuration,  with  the  exception  that  the 
designation  of  the  first  amino  acid  of  the  sequence  may  be 
made  at  the  option  of  the  applicant. 

(5)  An  amino  acid  sequence  that  contains  internal  terminator 
symbols  {e.g.,  "Ter",  "*",  or  ".",  etc.)  may  not  be  represented 
as  a  single  amino  acid  sequence,  but  shall  be  presented  as 
separate  amino  acid  sequences. 

(e)  A  sequence  with  a  gap  or  gaps  shall  be  presented  as  a 
plurality  of  separate  sequences,  with  separate  sequence  iden- 
tifiers, with  the  number  of  separate  sequences  being  equal  in 
number  to  the  number  of  continuous  strings  of  sequence  data. 
A  sequence  that  is  made  up  of  one  or  more  noncontiguous 
segments  of  a  larger  sequence  or  segments  from  different 
sequences  shall  be  presented  as  a  separate  sequence. 

4.  Section  §  1.823  is  revised  to  read  as  follows: 

§  1.823  Requirements  for  nucleotide  and/or  amino  acid 
sequences  as  part  of  the  application  papers. 

(a)  The  "Sequence  Listing"  required  by  §  1.821(c),  setting 
forth  the  nucleotide  and/or  amino  acid  sequences  and  associ- 
ated information  in  accordance  with  paragraph  (b)  of  this 
section,    must   begin   on   a    new   page   and   must   be   titled 
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"Sequence  Listing".  The  "Sequence  Listing"  preferably  should 
be  numbered  independently  of  the  numbering  of  the  remainder 
of  the  application.  Each  page  of  the  "Sequence  Listing"  should 
contain  no  more  than  66  lines  and  each  line  should  contain  no 
more  than  72  characters.  A  fixed- width  font  should  be  used 
exclusively  throughout  the  "Sequence  Listing." 

(b)  The  "Sequence  Listing"  shall,  except  as  otherwise 
indicated,  include  the  actual  nucleotide  and/or  amino  acid 
sequence,  the  numeric  identifiers  and  their  accompanying 
information  as  shown  in  the  following  table.  The  numeric 


identifier  shall  be  used  only  in  the  "Sequence  Listing."  The 
order  and  presentation  of  the  items  of  information  in  the 
"Sequence  Listing"  shall  conform  to  the  arrangement  given 
below.  Each  item  of  information  shall  begin  on  a  new  fine  and 
shall  begin  with  the  numeric  identifier  enclosed  in  angle 
brackets  as  shown.  The  submission  of  those  items  of  informa- 
tion designated  with  an  "M"  is  mandatory.  The  submission  of 
those  items  of  information  designated  with  an  "O"  is  optional. 
Numeric  identifiers  <110>  through  <170>  shall  only  be  set 
forth  at  the  beginning  of  the  "Sequence  Listing."  The  follow- 
ing table  illustrates  the  numeric  identifiers. 


I 


Numeric    Definition 
Identifier 

<110>        AppUcant 


<120> 

Title  of  Invention 

<130> 

File  Reference 

<140> 

Current  Apphcation 
Number 

<141> 

Current  Filing  Date 

<150> 

Prior  Application 
Number 

<151> 

Prior  Application 
Filing  Date 

<160> 

Number  of  SEQ  ID  Nos 

<170> 

Software 

<210> 

SEQ  ID  NO:#: 

Comments  and  Format 

Preferably  max.  of  10  names; 
one  name  per  line;  preferable 
format:  Surname,  Other  Names 
and/or  Initials 

Personal  file  reference 


Specify  as:  US  07/999,999  or 
PCT/US96/99999 

Specify  as:  yyyy-mm-dd 

Specify  as:  US  07/999,999  or 
PCT/US96/99999 


Specify  as:  yyyy-mm-dd 

Count  includes  total  number 
of  SEQ  ID  NOs 

Name  of  software  used  to  create 
the  Sequence  Listing 

Response  shall  be  an  integer 
repre-senting  the  SEQ  ID  NO 
shown 


Mandatory  (M)  or 
Optional  (O) 

M 


M 

M  when  filed  prior  to 
assignment  of  appl.  number 

M,  if  available 

M,  if  available 

M,  if  applicable  include 
priority  documents  under 
35  use  119  and  120 

M,  if  applicable 

M 

O 

M 


<211>   Length 
<212>   Type 


<213>   Organism 


<220>   Feature 


<221>   Name/Key 


Respond  with  an  integer 
expressing  the  number  of  bases 
or  amino  acid  residues 

Whether  presented  sequence 
molecule  is  DNA,  RNA, 
or  PRT  (protein).  If  a 
nucleotide  sequence  contains 
both  DNA  and  RNA  fragments, 
the  type  shall  be  "DNA." 
In  addition,  the  combined 
DNA/RNA  molecule  shall 
be  further  described  in  the 
<220>  to  <223>  feature  section. 

Scientific  name,  i.e.  Genus/  s 
pecies.  Unknown  or  Artificial 
Sequence. 

In  addition,  the  "Unknown"  or 
"Artificial  Sequence"  organisms 
shall  be  further  described  in 
the  <220>  to  <223>  feature 
section. 

Leave  blank  after  <220>. 

<221-223>  provide  for  a 

description 

of  points  of  biological 

significance  in  the  sequence. 


Provide  appropriate  identifier  for 
feature,  preferably  from  WIPO 
Standard  St.25  (1998), 
Appendix  2,  Tables  5  and  6. 


M 


M 


M 


M,  under  the  following 
conditions:  if  "n,"  "Xaa," 
or  a  modified  or  unusual 
L-amino  acid  or  modified 
base  was  used  in  a  sequence; 
if  ORGANISM  is  "Artificial 
Sequence"  or  "Unknown"; 
if  molecule  is  combined 
DNA/RNA. 

M,  under  the  following 
conditions:  if  "n,"  "Xaa," 
or  a  modified  or  unusual 
L-amino  acid  or  modified 
base  was  used  in  a  sequence 
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<222>       Location 


<223> 


Other  I 
nformation 


<300>       Publication 
Information 


<301> 


Authors 


<302> 

Title 

<303> 

Journal 

<304> 

Volume 

<305> 

Issue 

<306> 

Pages 

<307> 

Date 

<308> 

Database  Accession 

Number 

<309>        Database  Entry  Date 

<310>        Patent  Document 
Number 

<311>        Patent  Filing  Date 


<312>       Publication  Date 

<313>       Relevant  Residues 
<400>        Sequence 


Specify  location  within  sequence; 
where  appropriate  state  number 
of  first  and  last  bases/amino 
acids  in  feature 


Other  relevant  information; 
four  lines  maximum 


Leave  blank  after  <300> 

Preferably  max  of  ten  named 
authors  of  publication; 
specify  one  name  per  line; 
preferable  format:  Surname, 
Other  Names  and/or  Initials 

O 

O 

o 
o 
o 

Journal  date  on  which  data  pub-    O 
lished;  specify  as  yyyy-mm-dd, 
MMM-yyyy  or  Season-yyyy 

Accession  number  assigned  by    O 
database      including      database 
name 

Date  of  entry  in  database;  specify    O 
as  yyyy-mm-dd  or  MMM-yyyy 

Document  number;  for  patent- 
type  citations  only.  Specify  as, 
for  example,  US  07/999,999 

Document  filing  date,  for  patent-    O 
type   citations   only;   specify   as 
yyyy-mm-dd 

Document  publication  date,  for-    O 
patent-type  citations  only; specify 
as  yyyy-mm-dd 

FROM  (position)  TO  (position)      O 

SEC^  ID  NO  should  follow  thenu-    M 
meric  identifier  and  should  ap- 
pear on  the  line  pre-ceding  the 
actual  sequence 


M,  under  the  following 
conditions:  if  "n,"  "Xaa," 
or  a  modified  or  unusual 
L-amino  acid  or  modified 
base  was  used  in  a  sequence 

M,  under  the  following 

conditions: 

if  "n,"  "Xaa,"  or  a  modified 

or  unusual  L-amino  acid  or 

modified  base  was  used  in  a 

sequence;  if  ORGANISM  is 

"Artificial  Sequence" 

or  "Unknown";  if  molecule 

is  combined  DNA/RNA. 

O 
O 


5.  Section  1.824  is  revised  to  read  as  follows: 

§  1.824  Form  and  format  for  nucleotide  and/or  amino  acid 
sequence  submissions  in  computer  readable  form. 

(a)  The  computer  readable  form  required  by  §  1.821(e)  shall 
meet  the  following  specifications: 

(1)  The  computer  readable  form  shall  contain  a  single 
"Sequence  Listing"  as  either  a  diskette,  series  of  diskettes,  or 
other  permissible  media  outlined  in  paragraph  (c)  of  this 
section. 

(2)  The  "Sequence  Listing"  in  paragraph  (a)  (1)  of  this 
section  shall  be  submitted  in  American  Standard  Code  for 
Information  Interchange  (ASCII)  text.  No  other  formats  shall 
be  allowed. 

(3)  The  computer  readable  form  may  be  created  by  any 
means,  such  as  word  processors,  nucleotide/amino  acid  se- 
quence editors  or  other  custom  computer  programs;  however, 
it  shall  conform  to  all  specifications  detailed  in  this  section. 

(4)  File  compression  is  acceptable  when  using  diskette 
media,  so  long  as  the  compressed  file  is  in  a  self-extracting 
format  that  will  decompress  on  one  of  the  systems  described  in 
paragraph  (b)  of  this  section. 


(5)  Page  numbering  shall  not  appear  within  the  computer 
readable  form  version  of  the  "Sequence  Listing"  file. 

(6)  All  computer  readable  forms  shall  have  a  label  perma- 
nently affixed  thereto  on  which  has  been  hand-printed  or  typed: 
the  name  of  the  applicant,  the  title  of  the  invention,  the  date  on 
which  the  data  were  recorded  on  the  computer  readable  form, 
the  operating  system  used,  a  reference  number,  and  an  appli- 
cation serial  number  and  filing  date,  if  known. 

(b)  Computer  readable  form  submissions  must  meet  these 
format  requirements: 

(1)  Computer:  IBM  PC/XT/AT,  or  compatibles,  or  Apple 
Macintosh; 

(2)  Operating  System:  MS-DOS,  Unix  or  Macintosh; 

(3)  Line  Terminator:  ASCII  Carriage  Return  plus  ASCII 
Line  Feed; 

(4)  Pagination:  Continuous  file  (no  "hard  page  break"  codes 
permitted); 

(c)  Computer  readable  form  files  submitted  may  be  in  any  of 
the  following  media: 
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(1)  Diskette: 

3.50  inch,  1.44  Mb  storage; 
3.50  inch,  720  Kb  storage; 
5.25  inch,  1.2  Mb  storage; 
5.25  inch,  360  Kb  storage. 

(2)  Magnetic  tape: 

0.5  inch,  up  to  24000  feet; 

Density:  1600  or  6250  bits  per  inch,  9  track; 

Format:  Unix  tar  command;  specify  blocking  factor  (not 

"block  size"); 

Line  Terminator:  ASCII  Carriage  Return  plus  ASCII 

Line  Feed. 

(3)  8mm  Data  Cartridge: 

Format:  Unix  tar  command;  specify  blocking  factor  (not 
"block  size"); 

Line  Terminator:  ASCII  Carriage  Return  plus  ASCII 
Line  Feed. 

(4)  CD-ROM: 

Format:  ISO  9660  or  High  Sierra  Format 

(5)  Magneto  Optical  Disk: 

Size/Storage  Specifications:  5.25  inch,  640  Mb. 

(d)  Computer  readable  forms  that  are  submitted  to  the  Ofi&ce 
will  not  be  returned  to  the  applicant. 

6.  Section  1.825  is  revised  to  read  as  follows: 

§  1.825  Amendments  to  or  replacement  of  sequence  listing 
and  computer  readable  copy  thereof. 

(a)  Any  amendment  to  the  paper  copy  of  the  "Sequence 
Listing"  (§  1.821(c))  must  be  made  by  the  submission  of 
substitute  sheets.  Amendments  must  be  accompanied  by  a 
statement  that  indicates  support  for  the  amendment  in  the 
application,  as  filed,  and  a  statement  that  the  substitute  sheets 
include  no  new  matter. 

(b)  Any  amendment  to  the  paper  copy  of  the  "Sequence 
Listing,"  in  accordance  with  paragraph  (a)  of  this  section,  must 
be  accompanied  by  a  substitute  copy  of  the  computer  readable 
form  (§  1.821(e))  including  all  previously  submitted  data  with 
the  amendment  incorporated  therein,  accompanied  by  a  state- 
ment that  the  copy  in  computer  readable  form  is  the  same  as 
the  substitute  copy  of  the  "Sequence  Listing." 


(c)  Any  appropriate  amendments  to  the  "Sequence  Listing" 
in  a  patent;  e.g.,  by  reason  of  reissue  or  certificate  of  correc- 
tion, must  comply  with  the  requirements  of  paragraphs  (a)  and 
(b)  of  this  section. 


(d)  If,  upon  receipt,  the  computer  readable  form  is  found  to 
be  damaged  or  unreadable,  applicant  must  provide,  within  such 
time  as  set  by  the  Commissioner,  a  substitute  copy  of  the  data 
in  computer  readable  form  accompanied  by  a  statement  that 
the  substitute  data  is  identical  to  that  originally  filed. 


7.  Appendix  A  to  Subpart  G  to  Part  1  is  revised  to  read  as 
follows: 


Appendix  A  To  Subpart  G  to  Part  1  -  Sample  Sequence  Listing 

<110>  Smith,  John 
Smith,  Jane 
<120>  Example  of  a  Sequence  Listing 
<130>  01-00001 
<140>  US  08/999,999 
<141>  1998-02-28 
<150>EP  91000000 
<151>  1997-12-31 
<160>  2 

<170>  Patentin  ver.  2.0 
<210>  1 
<211>403 
<212>  DNA 

<213>  Paramecium  aurelia 
<220> 
<221>  CDS 
<222>  341.. 394 


<300> 

<301>  Doe,  Richard 

<302>  Isolation  and  Characterization  of  a  Gene  Encoding 

a  Protease  from  Paramecium  sp. 
<303>  Joumal  of  Fictional  Genes 
<304>  1 
<305>  4 
<306>  1  -  7 
<307>  1988-06-20 
<400>  1 


ctactctact 

ctactctcat 

ctactatctt 

Ctttggi 

atct 

ctgag 

;tctgc 

ctgagtggta 

60 

ctcttgagtc 

ctggag 

atct 

ctcctctcac 

atgtgatcgt 

cgagactgac 

cgatagatcg 

120 

ctgactgact 

ctgagatagt 

cgagcccgta 

cgagacccgt 

cgagggtgac 

agagagtggg 

180 

cgcgtgcgcg 

cagagcgccg 

cgccggtgcg 

cgcgcgagtg 

cgcggtgggc 

cgcgcgaggg 

240 

ctttcgcggc 

agcggcggcg 

ctttccggcg 

cgcgcccgtc 

cgcccctaga 

cctgagaggt 

300 

cttctcttcc 

ctcctcttca 

ctagagaggt 

ctatatatac 

atg 

gtt 

tea 

atg            ttc 

355 

Met 
1 

gtt 

Val 

Ser 

Met          Phe 

5 

agc          ttg 

tct 

ttc 

aaa 

tgg 

cct          gga 

ttt 

tgt 

ttg 

ttt 

tgtttgctc 

403 

Ser          Leu 

Ser 

Phe 

Lys 
10 

Trp 

Pro        Gly 

Phe 

Cys 
15 

Leu 

Phe 

<212> 

Val 
PRT 

<210>  2 

<213> 

Paramecium  aurelia 

<211>  18 

<400> 

2 

Met        Val 

1 

Ser 

Met 

5 

Phe 

Ser 

Leu        Ser 

Phe 

Lys 
10 

Trp 

Pro 

Gly 

Phe 

Cys 
15 

Leu 

Phe          Val 

May  22,  1998 


BRUCE  A.  LEHMAN 

Assistant  Secretary  of  Commerce  and 

Commissioner  of  Patents  and  Trademarks 
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Applicant  Aid  for  Biotechnology 

Computer  Readable  Form  (CRF) 

Sequence  Listings  Submissions 


The  Patent  and  Trademark  Office  (PTO)  has  developed  a 
computer  program,  called  Checker,  that  will  aid  applicants  in 
identifying  and  correcting  errors  prior  to  making  submissions 
for  compliance  with  the  Requirements  for  Patent  Applications 
Containing  Nucleotide  Sequence  and/or  Amino  Acid  Sequence 
Disclosures  (sequence  rules:  37  CFR  1.821  through  1.825). 
(Final  rules  were  published  in  the  Federal  Register  (55  PR 
18230)  on  May  1,  1990.  and  in  the  PTO  Official  Gazette  (1114 
OfF.Gaz.PatOffice  29)  on  May  15,  1990.) 

Checker  is  a  DOS-based  software  program  that  is  intended 
to  assist  users  in  determining  whether  errors  may  be  present  in 
the  sequence  listings,  and  is  not  intended  to  guarantee  that  the 
submission  is  error- free. 

The  most  current  version  of  the  software  will  be  available 
via  computer  downloading  (details  below).  Copies  on  diskette 
are  also  available.  Updated  software  versions  will  not  be 
automatically  mailed  out;  any  updates  will  be  announced  in  the 
PTO  Official  Gazette. 

The  software  can  be  accessed/requested  in  the  following 
locations: 

1  )Dial-up  access  to  the  Patent  and  Trademark  Office  Bulletin 
Board  System.  Phone  number:  703-305-8950  Cost:  Free-of- 
charge 

2)  Dial-up  access  through  the  Internet.  FTP  site:  ftp.usp- 
to.gov  Login  as  "anonymous".  Software  is  in  directory  /pub/ 
checker  Cost:  Free-of-charge 

3)  For  diskette  copies,  telephone  requests  to  703-308-0322. 
Cost:  $25.00 

For  Further  Information  Contact:  Meredith  Beckhardt  at 
703-308-4212. 


February  14,  1995 


STEPHEN  G.  KUNIN 

Deputy  Assistant  Commissioner  for 

Patent  Policy  and  Projects 
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Inapplicability  of  35  U.S.C.  §  102(d)  to 
Plant  Breeder's  Rights  Certificates 


The  USPTO  recently  took  the  position  that  a  rejection  under 
35  U.S.C.  §  102(d)  would  be  appropriate  based  on  a  Plant 
Breeder's  Rights  (PBR)  certificate  granted  prior  to  the  date  of 
the  application  for  plant  patent  in  the  United  States  where  the 
application  for  PBR  was  filed  more  than  twelve  months  before 
the  filing  of  the  apphcation  in  the  U.S. 

After  review  of  the  legislative  history  of  35  U.S.C.  §  119(f) 
as  amended  by  the  American  Inventor's  Protection  Act  of  1999 
(AIPA)  (Title  IV  of  the  Intellectual  Property  and  Communica- 
tions Omnibus  Reform  Act  of  1999  (S.  1948)  as  introduced  in 
the  106'*"  Congress  on  November  17,  1999),  the  USPTO  has 
determined  that  a  rejection  under  35  U.S.C.  §  102(d)  based  on 
a  PBR  certificate  is  not  appropriate.  While  section  4802  of  the 
AIPA  added  plant  breeder's  rights  as  a  basis  for  a  foreign 
priority  claim  under  35  U.S.C.  §  119(f),  there  was  no  corre- 
sponding change  to  35  U.S.C.  §  102(d).  The  legislative  history 
accompanying  the  AIPA  makes  it  clear  that  "Section  4802  also 
adds  subsection  (f)  to  section  119  of  the  Patent  Act  to  provide 
for  the  right  of  priority  in  the  United  States  on  the  basis  of  an 
application  for  a  plant  breeder's  right  first  filed  in  a  WTO 
member  country  or  in  a  UPOV  Contracting  Party  .  .  .  Because 
section  119  presently  addresses  only  patents  and  inventors' 
certificates,  applicants  from  these  countries  are  technically 
unable  to  base  a  priority  claim  on  a  foreign  application  for  a 
plant  breeder's  right  when  seeking  plant  patent  or  utility  patent 
protection  for  a  plant  variety  in  this  country."  {Congressional 
Record,  S.  14723  (Nov.  17,  1999)).  This  legislative  history 
supports  the  position  that  absent  a  clear  statutory  basis, 
rejections  under  35  U.S.C.  §  102(d)  based  on  PBR  certificates 
are  not  appropriate.  Moreover,  unlike  the  changes  made  in 
Public  Law  92-358  (July  28,  1972)  which  added  inventor's 
certificates  to  both  35  U.S.C.  §  119(d)  and  35  U.S.C.  §  102(d), 
the  AIPA  did  not  include  a  corresponding  change  to  35  U.S.C. 
§  102(d).  Therefore,  to  maintain  consistency  in  statutory 
interpretation  the  USPTO  will  not  make  rejections  under  35 


U.S.C.  §  102(d)  based  on  a  PBR  certificate.  Any  such 
rejections  that  have  been  made  under  35  U.S.C.  §  102(d)  will 
be  withdrawn. 

After  consulting  with  interested  circles  in  industry  and  the 
bar,  the  USPTO  may  consider  seeking  legislation  that  would 
further  clarify  the  status  of  certificates  of  plant  variety  protec- 
tion as  prior  art. 

Questions  regarding  this  notice  may  be  directed  to 
Magdalen  Greenlief,  by  telephone  at  (703)  305-8813,  by 
facsimile  at  (703)  305-8825,  or  by  e-mail  to 
magdalen.greenlief@uspto.gov. 


Jan.  22,  2001 


STEPHEN  G.  KUNIN 

Deputy  Commissioner  for  Patent 
Examination  Policy 
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(100)  Taking  Effect  in  the  United  States 

of  the  International  Convention  for 
the  Protection  of  New  Varieties  of  Plants 

The  International  Convention  for  the  Protection  of  New 
Varieties  of  Plants  (the  UPOV  Convention)  will  take  effect  in 
the  United  States  on  Nov.  8,  1981.  It  will  apply  to  all 
applications  for  the  patenting  of  plants  under  the  provisions  of 
Title  35,  United  States  Code,  which  are  filed  on  or  after  Nov. 
8,  1981.  The  actual  filing  date  will  govern  in  determining 
whether  the  Convention  will  apply  to  an  application,  even 
though  the  application  may  be  entitled  to  an  earlier  effective 
date  under  section  119  or  120  of  Title  35,  United  States  Code. 

In  addition  to  the  United  States,  the  UPOV  Convention  will 
be  in  effect  as  of  Nov.  8,  1981,  in  the  following  fourteen  States: 
Belgium,  Denmark,  Federal  Republic  of  Germany,  France, 
Ireland,  Israel,  Italy,  Netherlands,  New  Zealand,  Republic  of 
South  Africa,  Spain,  Sweden,  Switzerland,  and  the  United 
Kingdom. 

No  changes  in  the  patent  law  are  needed  to  implement  the 
UPOV  Convention  in  the  United  States.  An  applicant  for  a 
plant  patent  will  be  required,  however,  to  submit  for  registra- 
tion a  variety  name  for  the  plant  to  be  patented.  Registration  is 
required  by  Article  13  of  the  UPOV  (Convention. 

Registrability  shall  be  determined  in  accordance  with  the 
International  (Zode  of  Nomenclature  for  Cultivated  Plants 
(1980).  As  an  interim  procedure  pending  the  promulgation  of 
an  appropriate  rule,  inclusion  of  the  variety  name  in  the 
application  will  be  accepted  as  a  submission  of  the  name  for 
registration.  No  plant  patent  as  a  result  of  an  application  filed 
on  or  after  Nov.  8,  1981,  shall  be  issued  without  the  registra- 
tion of  a  variety  name.  Questions  concerning  this  variety 
naming  requirement  or  the  UPOV  Convention  may  be  ad- 
dressed to: 

Mr.  Michael  K.  Kirk,  Director 

Office  of  Legislation  and 

International  Affairs  Box  4 

U.S.  Patent  and  Trademark  Office  Washington,  D.C.  20231 

Mr.  Kirk's  telephone  number  is  (703)  557-3065. 


Oct.  15,  1981 


GERALD  J.  MOSSINGHOFF 

Commissioner  of  Patents 
and  Trademarks. 


[1011  O.G.  27] 


(101)  Department  of  Commerce 

Patent  and  Trademark  Office 

United  States  Adherence  to  the 

International  Union  for  the  Protection 

of  New  Varieties  of  Plants  (UPOV) 

On  Nov.  12,  1980,  the  United  States  deposited  its  instrument 
of  acceptance  of  the  1978  text  of  the  UPOV  Convention.  The 
United  States  was  the  second  State  to  adhere  to  this  text,  New 
Zealand  having  earlier  done  so. 
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The  UPOV  Convention  will  take  effect  with  respect  to  the 
United  States  and  the  other  adherents  to  the  1978  text  upon  a 
total  of  five  adherences,  three  of  which  must  be  by  present 
member  States  (States  adhering  to  the  text  of  the  Convention). 
We  expect  at  least  three  present  member  States  to  adhere 
shortly  and  the  1978  text  to  take  effect,  therefore,  during  1981. 

The  United  States  deposited  its  instrument  of  acceptance  on 
the  basis  of  the  legal  protection  offered  for  asexually  repro- 
duced plants  under  the  plant  patent  law  (35  U.S.C.  161-164). 
Accordingly,  the  Convention  will  apply  only  to  asexually 
reproduced  plants  protected  under  this  law.  Steps  are  now 
being  taken,  however,  by  the  Plant  Variety  Protection  Office  of 
the  Department  of  Agriculture  to  conform  the  implementation 
of  the  Plant  Variety  Protection  Act  (7  U.S.C.  2321  et  seq.)  to 
the  Convention's  requirements.  When  this  is  done,  the  United 
States  will  notify  the  UPOV  Secretariat  that  the  Convention  is 
also  applicable  in  the  United  States  to  sexually  reproduced 
plants  protected  under  that  Act. 

Questions  concerning  the  UPOV  Convention  may  be  di- 
rected to  the  Office  of  Legislation  and  International  Affairs  of 
the  Patent  and  Trademark  Office.  This  Office  may  be  addressed 
as  follows:  Box  4,  Commissioner  of  Patents  and  Trademarks, 
Washington,  D.C.  20231.  The  Office's  telephone  number  is 
(703)  557-3065. 


Dec.  16,  1980 


SIDNEY  A.  DIAMOND 

Commissioner  of  Patents 

and  Trademarks 


[1002  O.G.  102] 


(102)  Claiming  the  Benefit  of  a 

Prior-Filed  Application  under 
35  U.S.C.  §§  119(e),  120,  121,  and  365(c) 

Summary:  This  notice  clarifies  how  benefit  claims  under  35 
U.S.C.  §§  119(e),  120,  121  and  365(c)  must  be  presented  in 
applications  in  order  to  be  in  compliance  with  the  relevant 
statute  and  patent  regulations,  and  accepted  by  the  United 
States  Patent  and  Trademark  Office  (Office). 

35  U.S.C.  §  120  Benefit  Claims 

Benefit  claims  under  35  U.S.C.  §  120  must  include  a  specific 
reference  to  the  earlier  filed  (nonprovisional)  application  for 
which  a  benefit  is  sought.  A  "specific  reference"  requires:  (1) 
the  identification  of  the  prior  (nonprovisional)  apphcation  by 
application  number;  and  (2)  an  indication  of  the  relationship 
between  the  nonprovisional  applications,  except  for  the  benefit 
claim  to  the  prior  application  in  a  continued  prosecution 
application  (CPA).  The  relationship  between  any  two  nonpro- 
visional applications  will  be  an  indication  that  the  later-filed 
nonprovisional  application  is  either  a  continuation,  divisional, 
or  continuation-in-part  of  the  prior-filed  nonprovisional  appli- 
cation. When  there  are  benefit  claims  to  multiple  prior  non- 
provisional  applications  (e.g..  a  string  of  prior  nonprovisional 
applications),  the  relationship  must  include  an  identification  of 
each  nonprovisional  application  as  either  a  continuation, 
divisional,  or  continuation-in-part  application  of  a  specific 
prior  nonprovisional  application  for  which  a  benefit  is  claimed. 
The  identification  is  needed  in  order  to  be  able  to  verify  if 
copendency  exists  throughout  the  entire  chain  of  prior  nonpro- 
visional applications. 

35  U.S.C.  §  119(e)  Benefit  Claims 

Benefit  claims  under  35  U.S.C.  §  119(e)  must  include  a 
specific  reference  to  the  earlier  filed  provisional  application  for 
which  a  benefit  is  sought.  A  specific  reference  in  this  situation, 
however,  only  requires  identification  of  the  prior  provisional 
application  by  the  application  number.  No  relationship  be- 
tween the  subject  nonprovisional  application  and  the  prior 
provisional  application  should  be  specified.  If  the  subject 
nonprovisional  application  was  not  filed  within  twelve  months 
of  the  filing  date  of  the  provisional  application,  the  subject 
application  must  also  include  a  benefit  claim  under  35  U.S.C. 
§  120  to  an  intermediate  prior  nonprovisional  application  that 
was  filed  within  twelve  months  of  the  filing  date  of  the 
provisional  application.  Therefore,  in  addition  to  the  identifi- 
cation of  the  provisional  application,  the  proper  benefit  claim 


for  this  situation  must  also  identify  the  intermediate  prior 
nonprovisional  application  that  is  directly  claiming  the  benefit 
of  the  provisional  application,  and  indicate  the  relationship 
between  the  nonprovisional  applications  (e^,  an  indication 
that  the  subject  application  is  a  continuation  of  the  intermedi- 
ate prior  nonprovisional  application). 

Statement  of  the  Problem 

Background:  Some  applicants  have  been  submitting  patent 
applications  which  include,  or  are  amended  to  include,  at  the 
beginning  of  the  specification,  a  statement  that  benefits  are 
claimed  under  35  U.S.C.  §§  119(e)  and/or  120  to  prior 
applications,  followed  by  a  listing  of  many  prior  nonprovi- 
sional and  provisional  applications.  The  listings  do  not  indi- 
cate: (1)  the  specific  relationship  (Le^,  continuation,  divisional, 
or  continuation-in-part)  between  the  nonprovisional  applica- 
tions, as  required  by  37  CFR  1.78(a)(2)(i);  and/or  (2)  each 
nonprovisional  apphcation  which  is  directly  claiming  priority 
to  a  provisional  application.  Without  such  infonnation.  the 
Office  does  not  have  sufficient  information  to  enter  the  benefit 
claims  into  the  Office's  computer  database. 

When  entering  benefit  claims  for  an  application  into  the 
Office's  database,  the  relationship  (i.e..  continuation,  divisional 
or  continuation-in-part)  between  the  nonprovisional  applica- 
tions is  required.  Further,  the  system  will  not  accept  any  benefit 
claim  to  a  provisional  application  if  the  provisional  application 
was  filed  more  than  twelve  months  prior  to  the  filing  date  of 
the  subject  apphcation,  unless  the  applicant  clearly  identifies, 
and  claims  the  benefit  of,  a  prior  nonprovisional  application 
that  was  filed  within  twelve  months  of  the  filing  date  of  the 
provisional  application.  Accordingly,  if  benefit  claims  are 
presented  without  all  the  required  information,  the  Office  will 
not  be  able  to  enter  such  benefit  claims  into  the  Office's 
database,  the  filing  receipt  will  not  reflect  the  prior  applica- 
tion(s),  and  the  projected  pubhcation  date  will  not  be  calcu- 
lated as  a  function  of  an  earlier  application's  filing  date. 

The  specific  relationships  between  (each  of)  the  nonprovi- 
sional applications  in  a  chain  of  nonprovisional  applications 
are  also  important  because  such  information  will  be  printed  in 
the  application  publication,  and/or  patent.  Furthermore,  the 
designation  of  an  application  as  a  continuation  (rather  than  as 
a  continuation-in-part)  is  an  indication  that  the  entire  invention 
claimed  in  an  application  has  support  in  the  prior  application, 
whereas  the  designation  of  an  application  as  a  continuation- 
in-part  is  an  indication  that  the  claimed  invention  is  not 
entirely  supported  by  the  prior  application.  Thus,  the  specific 
relationship  between  nonprovisional  apphcations  in  a  chain  of 
benefit  claims,  and  the  indication  of  the  specific  nonprovisional 
application(s)  that  is  directly  claiming  the  benefit  of  a  provi- 
sional application,  will  provide  the  information  that  is  needed 
by  examiners  and  the  public  in  order  to  determine  the  effective 
prior  art  date  of  the  application  publication,  or  patent,  under  35 
U.S.C.  §  102(e). 

When  benefit  claims  are  required  to,  but  do  not,  include:  (1) 
an  identification  of  (all)  intermediate  benefit  claims,  and/or  (2) 
the  relationship  between  nonprovisional  applications,  the  Of- 
fice may  not  be  able  to  publish  applications  promptly  after  the 
expiration  of  a  period  of  eighteen  months  from  the  earliest 
filing  date  for  which  a  benefit  is  sought  under  title  35,  United 
States  Code  (eighteen-month  publication),  nor  have  the  accu- 
racy desired  of  such  benefit  claims  in  application  publications. 
Further,  the  objection  (by  the  Office),  correction  (by  applicant), 
and  review/entry  of  changes  (by  the  Office)  cycle  for  non- 
compliant  benefit  claims  is  a  burdensome  effort  on  both 
applicants  and  the  Office  that  can  be  totally  avoided  if  such 
benefit  claims  are  properly  submitted  the  first  time.  Accord- 
ingly, it  is  hoped  that  applicants  will  submit  benefit  claims  with 
all  the  required  information  as  set  forth  in  this  notice  and, 
correspondingly,  avoid  submitting  non-compliant  benefit 
claims  that  leads  to  extra  work  for  both  the  Office  and 
applicants. 

Procedures  for  Making  Proper  Benefit  Claims 

Part  I:  Reference  to  Prior  Nonprovisional  Application(s) 
Per  37  CFR  1.78(a)(2)(i)  Must  Include  Identification  of, 
and  Relationship  Between,  Applications 

35  U.S.C.  §  120  provides  that  no  application  shall  be  entitled 
to  the  benefit  of  an  earlier  filed  application  unless  it  contains, 
or  is  amended  to  contain,  a  specific  reference  to  the  earlier  filed 
application.  The  specific  reference  required  by  35  U.S.C.  §  120 
is  the  reference  required  by  37  CFR  1.78(a)(2).  37  CFR 
1.78(a)(2)(i)  requires  that  any  nonprovisional  application  that 
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claims  the  benefit  of  one  or  more  prior-filed  copending 
nonprovisional  applications,  or  international  applications  des- 
ignating the  United  States,  must  contain,  or  be  amended  to 
contain,  a  reference  to  each  such  prior-filed  application, 
identifying  it  by  application  number  (consisting  of  the  series 
code  and  serial  number),  or  international  application  number 
and  international  filing  date,  and  indicating  the  relationship 
of  the  applications.  37  CFR  1.78(a)(2)(iv)  also  provides  that 
a  request  for  a  continued  prosecution  application  (CPA)  under 
37  CFR  1.53(d)  is  the  specific  reference  required  under  35 
U.S.C.  §  120  to  the  prior-filed  application.  Therefore,  except 
for  the  benefit  claim  to  the  prior-filed  application  in  a  CPA, 
benefit  claims  under  35  U.S.C.  §  120,  including  claims  under 
35  use.  §§  121  and  365(c),  must  not  only  identify  the 
earlier  application  by  application  number,  or  by  interna- 
tional application  number  and  international  filing  date,  but 
they  must  also  indicate  the  relationship  between  the  appli- 
cations. 

Examples 

The  relationship  between  the  applications  is  whether  the 
subject  appHcation  is  a  continuation,  divisional,  or  continua- 
tion-in-part of  a  prior-filed  nonprovisional  application.  An 
example  of  a  proper  benefit  claim  is:  "This  application  is  a 
continuation  of  Application  No.  10/ — ,  filed — ."  A  benefit 
claim  that  merely  states:  "This  application  claims  the  benefit  of 
Application  No.  10/ — ,  filed — ."  does  not  comply  with  37  CFR 
1.78(a)(2)(i).  since  the  relationship  between  the  appUcations 
is  not  stated.  In  addition,  a  benefit  claim  that  merely  states: 
"This  application  is  a  continuing  application  of  Application 
No.  10/ — ,  filed — ."  does  not  comply  with  37  CFR 
1.78(a)(2)(i)  since  the  proper  relationship,  which  includes  the 
type  of  continuing  application,  is  not  stated.  It  is  also  noted 
that  the  status  of  each  nonprovisional  parent  application  (if  it  is 
patented  or  abandoned)  should  also  be  indicated,  following  the 
filing  date  of  the  parent  nonprovisional  application.  An  ex- 
ample of  a  proper  benefit  claim  of  a  prior  national  stage  of  an 
international  application  is  "This  application  is  a  continuation 
of  U.S.  Application  No.  X,  which  is  the  National  Stage  of 
IntemationaJ  Application  No.  PCT/US — / — ,  filed — ."  For 
additional  examples  of  proper  benefit  claims,  see  Manual  of 
Patent  Examining  Procedure  (8'^  ed.,  August  2001)(MPEP), 
Section  201.11,  Reference  to  First  Apphcation.  Section  201.11 
of  the  MPEP  will  be  revised  in  the  upcoming  revision  to  reflect 
the  clarification  made  in  this  notice  about  the  required  manner 
of  making  proper  claims  for  the  benefit  of  prior  nonprovisional 
and  provisional  applications. 

As  stated  previously,  to  specify  the  relationship  between  the 
nonprovisional  applications,  applicant  must  specify  whether 
the  subject  appHcation  is  a  continuation,  divisional,  or  continu- 
ation-in-part of  the  prior  nonprovisional  application.  Note  that 
the  terms  are  exclusive.  An  application  cannot  be,  for  example, 
both  a  continuation  and  a  divisional,  or  a  continuation  and  a 
continuation-in-part,  of  the  same  parent  application.  Moreover, 
if  the  benefit  of  more  than  one  nonprovisional  parent  applica- 
tion is  claimed,  the  relationship  must  include  an  identification 
of  each  nonprovisional  application  as  a  continuation,  divi- 
sional, or  continuation-in-part  application  of  the  immediate 
prior  nonprovisional  application  for  which  a  benefit  is  claimed 
in  order  to  establish  co-pendency  throughout  the  entire  chain 
of  prior-filed  parent  nonprovisional  applications.  For  example, 
the  following  two  statements  are  improper:  "This  application 
claims  the  benefit  of  Application  Nos.  C,  B,  and  A."  and  "This 
application  is  a  continuing  application  of  Application  Nos.  C, 
B,  and  A."  On  the  other  hand,  the  following  statement  is  proper 
and  acceptable:  "This  application  is  a  continuation  of  Appli- 
cation No.  C,  filed —  ,  which  is  a  continuation  of  Application 
No.  B,  filed — ,  which  is  a  continuation  of  Application  No.  A, 
filed—." 

Sanctions  for  Making  Improper  Benefit  Claims  to 
Nonprovisional  Applications 

Any  benefit  claim  under  35  U.S.C.  §  120,  121  or  365(c)  that 
does  not  identify  a  prior  application  and  also  specify  a 
relationship  between  each  of  the  applications  will  not  be  in 
compliance  with  37  CFH  1.78(a)(2)(i),  and  will  not  be  consid- 
ered to  contain  a  specific  reference  to  a  prior  application  as 
required  by  35  U.S.C.  §  120.  Such  a  benefit  claim  will  not  be 
recognized  by  the  OflBce  and  will  not  be  included  on  the  filing 
receipt  for  the  application,  even  ifthe  claim  appears  in  the  first 
sentence  of  the  specification  or  an  application  data  sheet  (37 
CFR  1.76),  because  the  Office  does  not  have  sufiBcient  infor- 


mation to  enter  the  benefit  claim  into  the  Office's  database.  As 
a  result,  publication  of  the  application  will  not  be  scheduled  as 
a  function  of  the  prior  application's  filing  date.  The  Office 
plans  to  notify  applicants  on,  or  with,  the  filing  receipt  that  a 
benefit  claim  may  not  have  been  recognized  because  it  did  not 
include  the  proper  reference.  Applicants  are  advised  that  only 
the  benefit  claims  that  are  listed  on  the  filing  receipt  have  been 
recognized  by  the  Office.  Since  the  filing  receipt  and  the 
notification  will  usually  be  provided  to  the  applicant  shortly 
after  the  filing  of  the  application,  applicants  should  have 
sufficient  opportunity  to  submit  the  proper  benefit  claims 
within  the  time  period  set  in  37  CFR  1.78(a)(2)(ii)  and  thus 
avoid  the  need  to  submit  a  petition  under  37  CFR  1.78(a)(3) 
and  the  surcharge  set  forth  in  37  CFR  1.1 7(t).  Failure  to  timely 
submit  the  reference  required  by  37  CFR  1.78(a)(2)(i)  is 
considered  a  waiver  of  any  benefit  claim  under  35  U.S.C.  § 
120,  121  or  365(c)  unless  a  petition  to  accept  an  unintention- 
ally delayed  claim  under  37  CFR  1.78(a)(3),  the  surcharge  set 
forth  in  37  CFR  1.17(t),  and  the  required  reference,  including 
the  relationship  of  the  applications  (unless  previously  sub- 
mitted) are  filed.  For  example,  if  a  benefit  claim  is  submitted 
without  the  specific  relationship  between  the  nonprovisional 
applications  before  the  expiration  of  the  period,  and  the 
specific  relationship  between  the  nonprovisional  applications 
is  subsequently  submitted  after  the  expiration  of  the  period,  a 
petition  and  the  surcharge  would  be  required. 


Part  II:  Reference  to  Prior  Provisional  Application(s)  Per 
37  CFR  1.78(a)(5)(i)  Should  Only  Include  Identification  of 
Prior  Provisional  Application(s) 


When  the  domestic  benefit  of  a  prior  provisional  application 
is  being  claimed  under  35  U.S.C.  §  119(e),  however,  the 
relationship  between  the  two  applications  should  not  be 
specified.  35  U.S.C.  §  119(e)  provides  that  a  nonprovisional 
application  claiming  the  benefit  of  a  provisional  application 
must  be  filed  within  twelve  months  of  the  provisional  appli- 
cation and  must  contain,  or  be  amended  to  contain,  a  specific 
reference  to  the  provisional  application.  The  specific  reference 
required  by  35  U.S.C.  §  119(e)  is  the  reference  required  by  37 
CFR  1.78(a)(5).  37  CFR  1.78(a)(5)(i)  requires  that  any  non- 
provisional  application,  or  international  application  designat- 
ing the  United  States,  claiming  the  benefit  of  one  or  more 
prior-filed  provisional  applications  must  contain,  or  be 
amended  to  contain,  a  reference  to  each  such  prior-filed 
provisional  application  identifying  it  by  provisional  applica- 
tion number.  No  relationship  should  be  specified  whenever  a 
claim  for  the  benefit  of  a  provisional  application  under  35 
U.S.C.  119(e)  is  made. 

If  a  relationship  between  a  nonprovisional  application  and  a 
prior  provisional  application  is  submitted,  however,  it  may  be 
unclear  whether  applicant  wishes  to  claim  the  domestic  benefit 
of  the  provisional  application  under  35  U.S.C.  §  119(e),  or  the 
benefit  of  an  earlier  application's  filing  date  under  35  U.S.C.  § 
120.  Thus,  applicants  seeking  to  claim  the  domestic  benefit  of 
a  provisional  application  under  35  U.S.C.  §  119(e)  should  not 
state  that  the  application  is  a  "continuation"  of  a  provisional 
application,  nor  should  it  be  stated  that  the  application  claims 
benefit  under  35  U.S.C.  §  120  of  a  provisional  application.  If 
such  a  claim  is  submitted  in  an  application  transmitted  to  the 
Office  other  than  through  the  Electronic  Filing  System,  it  will 
be  entered  into  the  OflBce  computer  system  as  a  claim  to  the 
"benefit"  of  the  provisional  apphcation.  Although  35  U.S.C.  § 
120  does  not  preclude  a  benefit  claim  to  a  provisional 
application  (that  is,  one  could  obtain  the  benefit  under  35 
U.S.C.  §  120  of  a  prior  filed  provisional  application),  such  a 
benefit  claim  under  35  U.S.C.  §  120  is  not  recommended  as 
such  a  claim  may  have  the  effect  of  reducing  the  patent  term, 
as  the  term  of  a  patent  issuing  from  such  an  application  may  be 
measured  from  the  filing  date  of  the  provisional  application 
pursuant  to  35  U.S.C.  §  154(a)(2).  Instead,  applicants  should 
state  "This  application  claims  the  benefit  of  U.S.  Provisional 
Application  No.  60/ — ,  filed — ",  or  "This  application  claims 
the  benefit  of  U.S.  Provisional  Application  No.  60/ — ,  filed — , 
and  U.S.  Provisional  Application  60/ — ,  filed — ."  See  MPEP  § 
201.11,  Reference  to  First  Application  (8"'  ed.,  August  2001). 
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Part  III:  If  Benefit  is  Claimed  of  a  Prior  Provisional 
Application  Which  was  Filed  More  Than  One  Year  Before 
the  Subject  Application,  Then  Each  Prior  Nonprovisional 
Application(s)  Claiming  Benefit  of  the  Provisional  Must  be 
Specified 

Any  nonprovisional  application  that  directly  claims  the 
benefit  of  a  provisional  apphcation  under  35  U.S.C.  §  119(e) 
must  be  filed  within  twelve  months  from  the  fifing  date  of  the 
provisional  application.  As  noted  above,  an  apphcation  that 
itself  directly  claims  the  benefit  of  a  provisional  application 
should  identify,  but  not  specify  the  relationship  to,  the  provi- 
sional application.  If  the  subject  nonprovisional  application  is 
not  filed  within  the  twelve  month  period,  however,  it  still  may 
claim  the  benefit  of  the  provisional  apphcation  via  an  interme- 
diate nonprovisional  apphcation  under  35  U.S.C.  §  120.  The 
intermediate  nonprovisional  application  must  have  been  filed 
within  twelve  months  from  the  filing  date  of  the  provisional 
application  and  the  intermediate  nonprovisional  application 
must  have  claimed  the  benefit  of  the  provisional  application. 
Further,  it  must  be  clearly  indicated  that  the  intermediate 
nonprovisional  apphcation  is  claiming  the  benefit  under  35 
U.S.C.  §  119(e)  of  the  provisional  apphcation.  This  identifica- 
tion of  the  intermediate  nonprovisional  application  is  neces- 
sary so  that  the  Office  can  determine  whether  the  intermediate 
nonprovisional  apphcation  was  filed  within  twelve  months  of 
the  fifing  date  of  the  provisional  application,  and  thus,  whether 
the  benefit  claim  is  proper. 

Examples 

Applicant  should  state  such  a  benefit  claim  as  follows:  "This 
application  is  a  continuation  of  Apphcation  No.  C,  filed — , 
which  is  a  continuation  of  Application  No.  B,  filed — ,  which 
claims  the  benefit  of  U.S.  Provisional  Apphcation  No.  A, 
filed — ."  A  benefit  claim  that  merely  states  "This  application 
claims  the  benefit  of  nonprovisional  Application  No.  C, 
filed — ,  nonprovisional  Application  No.  B,  filed — ,  and  provi- 
sional application  No.  A,  filed — "  would  be  improper  where 
the  subject  application  was  not  filed  within  twelve  months  of 
the  provisional  application. 

Where  the  benefit  of  more  than  one  provisional  apphcation 
is  being  claimed,  the  intermediate  nonprovisional  applica- 
tion(s)  claiming  the  benefit  of  each  provisional  application 
must  be  clearly  indicated.  Applicant  should  state,  for  example, 
"This  application  is  continuation  of  Application  No.  D,  filed — , 
which  is  a  continuation-in-part  of  Application  No.  C,  filed — , 
Application  No.  D  claims  the  benefit  of  U.S.  Provisional 
Application  No.  B,  filed — ,  and  Apphcation  No.  C  claims  the 
benefit  of  U.S.  Provisional  Application  No.  A,  filed — ."  An 
example  of  a  proper  benefit  claim  of  a  prior  national  stage  of 
an  international  application,  which  claims  the  priority  to  a 
provisional  apphcation,  is  "This  apphcation  is  a  continuation 
of  U.S.  Application  No.  Y,  which  is  the  National  Stage  of 
International  Application  No.  PCT/US — I — ,  filed — ,  which 
claims  the  benefit  under  35  U.S.C.  §  119(e)  of  U.S.  Provisional 
Application  X,  filed — ." 

Sanctions  for  Making  Improper  Benefit 
Claims  to  Provisional  Applications 

If  a  benefit  claim  to  a  provisional  application  is  submitted 
without  an  indication  that  an  intermediate  nonprovisional 
application  directly  claims  the  benefit  of  the  provisional 
application  and  the  instant  nonprovisional  application  is  not 
filed  within  the  twelve  month  period,  or  the  relationship 
between  nonprovisional  applications  is  not  indicated,  the 
Office  will  not  have  sufficient  information  to  enter  the  benefit 
claim  into  the  computer  database.  Therefore,  the  Office  will 
not  recognize  such  a  benefit  claim,  and  will  not  include  the 
benefit  claim  on  the  filing  receipt.  The  Office  plans  to  notify 
apphcants  on,  or  with,  the  filing  receipt  that  a  benefit  claim 
may  not  have  been  recognized  because  information  regarding 
the  intermediate  nonprovisional  apphcation(s)  and/or  the  rela- 
tionship between  each  nonprovisional  application  have  not 
been  provided.  Applicants  are  advised  that  only  the  benefit 
claims  that  are  listed  on  the  filing  receipt  have  been  recognized 
by  the  Office.  Since  the  filing  receipt  and  the  notification  will 
usually  be  provided  to  the  applicant  shortly  after  the  filing  of 
the  apphcation,  apphcants  should  have  sufficient  opportunity 
to  submit  the  proper  benefit  claims  within  the  time  period  set 
in  37  CFR  1 .78(a)  and  thus  avoid  the  need  to  submit  a  petition 
under  37  CFR  1.78(a)  and  the  surcharge  set  forth  in  37  CFR 
1.17(t).  Failure  to  timely  submit  the  reference  required  by  37 


CFR  1.78(a)  is  considered  a  waiver  of  any  benefit  claim  under 
35  U.S.C.  §  119(e),  120,  121  or  365(c)  unless  a  petition  under 
37  CFR  1.78(a),  the  surcharge  set  forth  in  37  CFR  1.17(t), 
identification  of  the  intermediate  nonprovisional  apphcation 
which  claims  the  benefit  to  the  provisional  apphcation,  and  the 
relationship  between  each  nonprovisional  apphcation  are  filed. 

Part  IV:  OflBce  Practice  to  Not  Require  Petition  and 
Surcharge  if  Benefit  Claim  is  Not  Present  in  the  Proper 
Place  But  is  Recognized  By  OfBce  Continues  But  Appli- 
cants Are  Advised  That  Proper  Reference  Must  be  Pre- 
sented 

The  reference  required  by  37  CFR  1.78(a)(2)  or  (a)(5)  must 
be  included  in  an  apphcation  data  sheet  (37  CFR  1.76),  or  the 
specification  must  contain,  or  be  amended  to  contain,  such 
reference  in  the  first  sentence  following  the  title.  Previously, 
the  Office  indicated  that  if  an  apphcant  includes  a  benefit  claim 
in  the  application  but  not  in  the  manner  specified  by  37  CFR 
1.78(a)  (e.g..  if  the  claim  is  included  in  an  oath  or  declaration 
or  the  apphcation  transmittal  letter)  within  the  time  period  set 
forth  in  37  CFR  1.78(a),  the  Office  will  not  require  a  petition 
under  37  CFR  1.78(a)  and  the  surcharge  under  37  CFR  1.17(t) 
to  correct  the  claim  if  the  information  concerning  the  claim 
was  recognized  by  the  Office  as  shown  by  its  inclusion  on  the 
fiUng  receipt.  If,  however,  a  claim  is  included  elsewhere  in  the 
application  and  not  recognized  by  the  Office  as  shown  by  its 
absence  on  the  filing  receipt,  the  Office  will  require  a  petition 
and  the  surcharge  to  correct  the  claim.  See  Requirements  for 
Claiming  the  Benefit  of  Prior-Filed  Apphcations  Under  Eigh- 
teen-Month Pubhcation  Provisions.  66  Fed.  Reg.  67087, 
67089-90  (Dec.  28,  2001).  The  Office  will  continue  to  follow 
this  practice. 

Sanctions  for  Making  Improper  Benefit  Claims 

Apphcants  are  simply  being  advised  by  this  notice  that  the 
Office  will  not  recognize  any  benefit  claim  where  there  is  no 
indication  of  the  relationship  between  the  nonprovisional 
applications,  or  no  indication  of  the  intermediate  nonprovi- 
sional apphcation  that  is  directly  claiming  the  benefit  of  a 
provisional  apphcation.  Applicants  are  also  reminded  that, 
even  if  the  Office  has  recognized  a  benefit  claim  that  includes 
the  proper  reference  by  entering  it  into  the  Office's  database 
and  including  it  on  applicant's  fifing  receipt,  the  benefit  claim 
is  not  a  proper  benefit  claim  under  35  U.S.C.  §  119(e)  and/or 
35  U.S.C.  §  120,  and  37  CFR  1.78,  unless  the  reference  is 
included  in  an  application  data  sheet,  or  the  first  sentence  of  the 
specification,  and  all  other  requirements  are  met. 

Part  V:  Correcting  or  Adding  a  Benefit  Claim  After  Filing 

The  Office  will  not  grant  a  request  for  a  corrected  filing 
receipt  to  include  a  benefit  claim  unless  a  proper  reference  to 
the  prior  application(s)  is  included  in  the  first  sentence  of  the 
specification,  or  an  apphcation  data  sheet,  within  the  time 
period  required  by  37  CFR  1.78(a).  Any  request  for  corrected 
filing  receipt  to  include  a  corrected  or  added  benefit  claim  must 
be  submitted  within  the  time  period  required  by  37  CFR 
1.78(a)  and  be  accompanied  by  an  amendment  to  the  specifi- 
cation, or  an  application  data  sheet.  If  the  proper  reference  was 
previously  submitted,  a  copy  of  the  amendment,  the  first  page 
of  the  specification,  or  the  application  data  sheet,  containing 
the  claim  should  be  included  with  the  request  for  corrected 
filing  receipt.  The  Office  plans  to  notify  applicants  on,  or  with, 
the  filing  receipt  that  a  benefit  claim  may  not  have  been 
recognized  because  it  did  not  include  the  proper  reference. 
Applicants  are  advised  that  only  the  benefit  claims  that  are 
listed  on  the  filing  receipt  have  been  recognized  by  the  Office. 
Since  the  filing  receipt  and  the  notification  will  usually  be 
provided  shortly  after  the  filing  of  the  application,  applicants 
should  have  sufficient  opportunity  to  submit  the  proper  benefit 
claims  within  the  time  period  set  in  37  CFR  1.78(a)  and  thus 
avoid  the  need  to  submit  a  petition  under  37  CFR  1.78(a)  and 
the  surcharge  set  forth  in  37  CFR  1.17(t).  Therefore,  appli- 
cants should  carefully  and  promptly  review  their  filing 
receipts  in  order  to  avoid  the  need  for  a  petition  and  the 
surcharge. 

When  an  unintentionally  delayed  benefit  claim  is  submitted 
with  a  petition  under  37  CFR  1.78(a)  and  the  surcharge  set 
forth  in  37  CFR  1. 17(t),  the  benefit  claim  must  include  a  proper 
reference  to  the  prior  application(s)  in  order  for  the  petition  to 
be  granted.  The  reference  to  the  prior  application(s)  must 
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include:  (1)  the  relationship  between  nonprovisional  applica- 
tions (i.e..  continuation,  divisional,  or  continuation-in-part), 
and  (2)  the  indication  of  any  intermediate  application  that  is 
directly  claiming  the  benefit  of  a  provisional  application,  in 
order  to  establish  copendency  throughout  the  entire  chain  of 
prior  applications. 

Applicants  are  also  reminded  that,  if  an  amendment  to  the 
specification,  or  an  application  data  sheet  (ADS),  is  submitted 
in  an  application  under  final  rejection,  the  amendment  or  ADS 
must  be  in  compliance  with  37  CFR  1.116.  The  amendment  or 
ADS  filed  in  an  application  under  final  rejection  will  not  be 
entered  as  a  matter  of  right.  See  MPEP  §§  714.12  and  714.13. 
Therefore,  applicants  should  consider  filing  a  request  for 
continued  examination  (RCE)  (including  fee  and  submission) 
under  37  CFR  1.114  with  the  petition  to  accept  an  uninten- 
tionally delayed  benefit  claim,  the  surcharge,  and  an  amend- 
ment that  adds  the  proper  reference  to  the  first  sentence  of  the 
specification  or  an  ADS. 

Part  VI:  Each  Intermediate  Prior  Application  Must  Have 
Proper  Reference 

If  the  benefit  of  more  than  one  prior  application  is  claimed, 
applicant  should  also  make  sure  that  the  proper  references  are 
made  in  each  intermediate  nonprovisional  application  in  the 
chain  of  prior  applications.  If  an  applicant  desires,  for  example, 
the  following  benefit  claim:  "This  application  is  a  continuation 
of  Apphcation  No.  C,  filed — ,  which  is  a  continuation  of 
Application  No.  B,  filed — .  which  claims  the  benefit  of  U.S. 
Provisional  Application  No.  A,  filed — ."  then  Application  No. 
C  must  include  a  benefit  claim  containing  a  reference  to 
Application  No.  B  and  provisional  Application  No.  A,  and 
Application  No.  B  must  include  a  benefit  claim  containing  a 
reference  to  provisional  Application  No.  A. 

Part  VII:  Adding  an  Incorporation-By-Reference  State- 
ment in  a  Benefit  Claim  is  Not  Permitted  After  Filing 

An  incorporation-by-reference  statement  added  after  the 
filing  date  of  an  application  is  not  permitted  because  no  new 
matter  can  be  added  to  an  application  after  its  filing  date.  See 
35  U.S.C.  §  132(a).  If  an  incorporation-by-reference  statement 
is  included  in  an  amendment  to  the  specification  to  add  a 
benefit  claim  after  the  filing  date  of  the  application,  the 
amendment  would  not  be  proper.  When  a  benefit  claim  is 
submitted  after  the  filing  of  an  application,  the  reference  to  the 
prior  application  cannot  include  an  incorporation-by-reference 
statement  of  the  prior  application.  See  Dart  Industries  v. 
Banner.  636  F2d  684,  207  USPQ  273  (C.A.D.C.  1980). 
Therefore,  the  Office  will  not  grant  a  petition  to  accept  a 
benefit  claim  that  includes  an  incorporation-by-reference  state- 
ment of  a  prior  application,  unless  the  incorporation-by- 
reference  statement  was  submitted  on  filing  of  the  application. 

Inquiries  regarding  this  notice  should  be  directed  to  Eugenia 
A.  Jones  or  Joni  Y.  Chang,  Legal  Advisors,  Office  of  Patent 
Legal  Administration,  by  telephone  at  (703)  305-1622. 


February  24,  2003 


STEPHEN  G.  KUNIN 

Deputy  Commissioner  for 
Patent  Examination  Policy 
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Notice  of  Right  to  Claim  Priority 

Based  Upon  Applications 

Previously  Filed  in  Thailand 


As  a  result  of  an  exchange  of  letters  between  the  U.S.  Patent 
and  Trademark  Office  and  the  Department  of  Intellectual 
Property  of  Thailand,  the  following  benefits  for  U.S.  applicants 
in  Thailand  have  become  available: 

Patent  applications  filed  in  the  United  States  may  serve  as 
the  basis  for  the  right  of  priority  in  Thailand  if  a  subsequent 
application  is  filed  in  Thailand  on  or  after  January  1,  1996.  In 
the  case  of  applications  for  invention  patents,  the  subsequent 
filing  must  be  made  within  12  months  from  the  first  filing  date 
of  the  application  in  the  United  States  and  in  the  case  of 
applications  for  design  patents,  within  6  months  from  the  first 
filing  date  in  the  United  States. 


Thailand,  therefore,  is  deemed  a  foreign  country  which 
affords  privileges  in  the  case  of  applications  filed  in  the  United 
States  or  to  citizens  of  the  United  States  similar  to  those 
afforded  under  35  U.S.C.  §  119. 

Accordingly,  an  application  for  patent  for  an  invention  or  a 
design  filed  in  the  United  States  on  or  after  January  1,  1996,  by 
any  person  who  has,  or  whose  legal  representatives  or  assigns 
have,  previously  regularly  filed  an  application  for  a  patent  for 
the  same  invention  or  design  in  Thailand  shall  have  the  benefit 
of  the  filing  date  in  Thailand  in  accordance  with  35  U.S.C.  119 
and  172. 


March  11,  1997 


L.  J.  GOFFNEY  for 

BRUCE  A.  LEHMAN 

Assistant  Secretary  of  Commerce  and 

Commissioner  of  Patents  and 

Trademarks 
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(104)  Notice  of  Right  to  Claim  Priority 

Based  Upon  Applications 
Previously  Filed  in  India 

On  January  3,  1995,  the  Ministry  of  India  (Department  of 
Industrial  Development)  caused  a  Notification  to  be  published 
in  The  Gazette  of  India:  Extraordinary  [Part  Il-Sec.  3(ii)].  This 
Notification  included  the  following  text: 

"[I]n  exercise  of  the  powers  conferred  by  subsection  (1) 
of  section  133  of  the  Patents  Act,  1970  (39  of  1970),  the 
Central  Government  hereby  declares  each  of  [the  mem- 
bers of  the  World  Trade  Organization,  which  includes  the 
United  States  of  America]  to  be  a  convention  country  for 
all  the  provisions  of  the  said  Act". 

Section  135(1)  of  the  Patents  Act.  1970  (39  of  1970)  of  India 
provides  as  follows: 

Without  prejudice  to  the  provisions  contained  in  section 
6,  where  a  person  has  made  an  application  for  a  patent  in 
respect  of  an  invention  in  a  convention  country  (herein- 
after referred  to  as  the  "basic  application"),  and  that 
person  or  the  legal  representative  or  assignee  of  that 
person  makes  an  application  under  this  Act  for  a  patent 
within  twelve  months  after  the  date  on  which  the  basic 
application  was  made,  the  priority  date  of  a  claim  of  the 
complete  specification,  bearing  a  claim  based  on  matter 
disclosed  in  the  basic  application,  is  the  date  of  making  of 
the  basic  application". 

Given  the  above-referenced  Notification  in  The  Gazette  of 
India  and  Section  135  of  the  Indian  Patents  Act,  1970, 
India  is  deemed  a  foreign  country  which  affords  privi- 
leges in  the  case  of  applications  filed  in  the  United  States 
or  to  citizens  of  the  United  States  similar  to  those  afforded 
under  35  U.S.C.  §  119. 

Accordingly,  an  application  for  patent  for  an  invention 
filed  in  the  United  States  by  any  person  who  has,  or  whose 
legal  representatives  or  assigns  have,  previously  regularly 
filed  an  application  for  a  patent  for  the  same  invention  in 
India  shall  have  the  benefit  of  the  filing  date  in  India  in 
accordance  with  35  U.S.C.  §  119.  Such  persons  became 
entitled  to  claim  that  benefit  on  the  basis  of  applications 
filed  in  India  on,  or  after,  January  3,  1995,  the  date  of 
publication  of  the  above-referenced  Notification  in  The 
Gazette  of  India. 


January  13,  1997 


BRUCE  A.  LEHMAN 

Assistant  Secretary  of  Commerce  and 

Commissioner  of  Patents  and 

Trademarks 
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(105)     Right  of  Priority  in  Patent  and  Trademark 
Applications  Available  in  Taiwan 

On  the  basis  of  a  Memorandum  of  Understanding  signed  on 
April  10,  1996.  between  the  American  Institute  in  Taiwan  and 
the  Taipei  Economic  and  Cultural  Representative  Office  in  the 
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United  States,  U.S.  applicants  seeking  patent  protection  in 
Taiwan  may  avail  themselves  of  the  right  of  priority  based  on 
patent  applications  filed  in  the  United  States,  on  or  after  April 
10,  1996. 

In  accordance  with  the  same  Memorandum  of  Understand- 
ing, U.S.  applicants  seeking  trademark  protection  in  Taiwan 
may  avail  themselves  of  the  right  of  priority  based  on 
applications  for  trademark  registration  filed  in  the  United 
States,  on  or  after  December  24,  1993. 

To  receive  the  right  of  priority  in  Taiwan,  applications  for 
patents  and  trademark  registrations  must  be  filed  there  within 
such  time  period  from  the  filing  of  the  first  application  in  the 
United  States,  as  specified  by  the  laws  and  regulations  of 
Taiwan.  The  right  of  priority,  on  the  basis  of  reciprocity,  is  also 
available  to  applicants  from  Taiwan  seeking  patent  protection 
or  trademark  registration  in  the  United  States. 


April  30,  1996 


BRUCE  A.  LEHMAN 

Assistant  Secretary  of  Commerce 

and  Commissioner  of  Patents 

and  Trademarks 
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(106)  Examination  Guidelines  for 

35  U.S.C.  §  102(e),  as  amended  by  the 

American  Inventors  Protection  Act  of  1999,  and 

further  amended  by  the  Intellectual  Property  and 

High  Technology  Technical  Amendments  Act 

of  2002,  and  35  U.S.C.  §  102(g) 

(Revised') 

This  notice  sets  forth  the  interpretation  by  the  United  States 
Patent  and  Trademark  Office  (USPTO  or  Office)  of  35  U.S.C. 
§§  102(e)  and  374,  as  amended  by  the  American  Inventors 
Protection  Act  of  1999  (AIPA)  (Pub.  L.  106-113,  113  Stat. 
1501  (1999)),  and  as  further  amended  by  the  Intellectual 
Property  and  High  Technology  Technical  Amendments  Act  of 
2002  (H.R.  2215)  (Pub.  L.  107-273  (2002)).  This  notice  also 
clarifies  the  Office's  policy  on  prior  art  rejections  based  on  35 
U.S.C.  §  102(g). 

Generally,  35  U.S.C.  §  102(e),  after  enactment  of  the  AIPA 
and  H.R.  2215,  is  similar  to  the  pre-AIPA  §  102(e),  with  two 
significant  differences,  which  may  be  summarized  as:  (1)  in 
addition  to  U.S.  patents,  now  certain  publications  of  U.S.  and 
international  applications  may  be  applied  as  of  their  filing 
dates  in  a  prior  art  rejection;  and  (2)  certain  international 
filing  dates  are  now  U.S.  filing  dates  for  prior  art  purposes 
under  §  102(e),  and  U.S.  patents  and  certain  appUcation 
publications  may  now  be  applied  as  of  these  international  filing 
dates  in  a  prior  art  rejection. 

Specifically,  this  notice  provides  guidance  that  prior  art,  as 
defined  by  §  102(e)  of  the  patent  code  in  effect  on  November 
29,  2000,  includes  U.S.  patents,  publications  of  U.S.  patent 
applications  and  World  Intellectual  Property  Organization's 
(WIPO)  publications  of  international  applications,  provided 
such  references  do  not  directly  or  indirectly  result  from  an 
international  application  filed  before  November  29,  2000.  If  a 
U.S.  patent  resulted  from  an  international  application  filed 
before  November  29,  2000,  the  U.S.  patent  will  have  a  prior  art 
date  per  §  102(e)  in  effect  prior  to  November  29,  2000,  which 
is  the  earlier  of  the  date  of  compliance  with  §  371(c)(1),  (2) 
and  (4)  of  the  patent  code  (e.g.  National  Stage  entry)  or  the 
filing  date  of  the  later-filed  U.S.  application  that  claimed  the 
benefit  of  the  international  application.  A  U.S.  or  WIPO 
publication  of  an  international  application  filed  prior  to  No- 
vember 29,  2000  will  have  no  prior  art  effect  under  §  102(e). 
Such  publications  do,  however,  have  prior  art  effect  under  § 
102(a)  or  (b)  as  of  their  publication  dates. 

Furthermore,  all  pending  U.S.  patent  applications  being 
examined,  and  all  U.S.  patents  being  reexamined,  or  otherwise 
being  contested,  whenever  filed,  are  subject  to  the  amended 
version  of  §  102(e). 

This  notice  also  provides  examples  of  the  determination  of 
§  102(e)  dates  for  references  based  on  the  most  common 
factual  scenarios.  The  examples  that  best  highlight  the  recent 


change  to  §§  102(e)  and  374  are  the  examples  that  involve  a 
WIPO  publication  of  an  international  application  under  PCT 
Article  21(2),  a  U.S.  pubUcation  of  an  international  applica- 
tion, or  a  U.S.  patent  derived  from  an  international  application. 

The  poUcy  and  practice  set  forth  in  the  Official  Gazette 
Notice  entitled  "Examination  GuideUnes  for  35  U.S.C.  § 
102(e)(2),  as  amended  by  the  American  Inventors  Protection 
Act  of  1999,"  1243  O.G.  1037  (Feb.  27,  2001)  and  guidelines 
provided  in  the  Manual  of  Patent  Examining  Procedure 
(MPEP)  concerning  the  changes  made  by  the  AIPA  to  35 
U.S.C.  §  102(e)  (e.g.,  MPEP  706.02(a),  Part  H;  901.03; 
1895.01,  Part  E;  1896;  and  2136  et  seq.,  Eighth  Edition 
(August  2001))  are  superceded  by  this  notice  and  should  no 
longer  be  followed. 

SIGNIFICANT  PROVISIONS; 

A.  Effective  Date  Provisions  of  the  Amendments. 

The  technical  correction  legislation  in  H.R.  2215  provides 
for  the  appUcation  of  revised  35  U.S.C.  §  102(e)  in  the 
examination  of  all  apphcations,  whenever  filed,  and  the  reex- 
amination of,  or  other  proceedings  to  contest,  all  patents.  The 
filing  date  of  the  application  is  no  longer  relevant  in  determin- 
ing what  version  of  §  102(e)  to  apply  in  determining  the 
patentability  of  that  application,  or  the  patent  resulting  from 
that  application.  The  revised  statutory  provisions  supercede  all 
previous  versions  of  §§  102(e)  and  374,  with  only  one 
exception,  which  is  when  the  potential  reference  is  based  on  an 
international  application  filed  prior  to  November  29,  2000 
(discussed  further  in  section  D  below).  Furthermore,  the 
provisions  amending  §§  102(e)  and  374  in  H.R.  2215  are 
completely  retroactive  to  the  effective  date  of  the  relevant 
provisions  in  the  AIPA  (November  29,  2000). 

B.  U.S.  and  WIPO  application  publications  may  have  a  § 
102(e)(1)  prior  art  date. 

Paragraph  (e)  of  35  U.S.C.  §  102  was  amended  by  the  AIPA 
to  create  two  separate  clauses,  namely,  §  102(e)(1)  for  publi- 
cations of  patent  apphcations  and  §  102(e)(2)  for  patents. 
Section  102(e)(1),  in  combination  with  amended  §  374,  created 
a  new  category  of  prior  art  by  providing  prior  art  effect  for 
certain  publications  of  patent  applications,  including  interna- 
tional applications,  as  of  their  efi"ective  United  States  filing 
dates  (which  will  include  certain  international  fifing  dates). 
Under  H.R.  2215' s  revised  §  102(e),  an  international  filing 
date,  which  is  on  or  after  November  29,  2000,  is  a  United 
States  filing  date  for  prior  art  purposes  under  35  U.S.C.  § 
102(e)  if  the  international  application  designated  the  United 
States  and  was  pubfished  by  the  World  Intellectual  Property 
Organization  (WIPO)  under  the  Patent  Cooperation  Treaty 
(PCT)  Article  21(2)  in  the  English  language.  Publication  under 
PCT  Article  21(2)  may  result  from  a  request  for  early  pubU- 
cation by  an  international  applicant  or  after  the  expiration  of 
18-months  after  the  earliest  claimed  filing  date  in  an  interna- 
tional appUcation.  An  appUcant  that  has  designated  only  the 
U.S.  would  continue  to  be  required  to  request  publication  from 
WIPO  as  the  reservation  under  PCT  Article  64(4)  continues  to 
be  in  effect  for  such  applicants. 

C.  A  patent  from  an  international  application  may  have  a  § 
102(e)(2)  prior  art  date  of  its  international  filing  date. 

Paragraph  (e)  of  35  U.S.C.  §  102  was  also  amended  by  the 
AIPA  to  eliminate  the  reference  to  fulfiUment  of  the  35  U.S.C. 
§  371(c)(1),  (2)  and  (4)  requirements.  As  a  result.  United  States 
patents  issued  directly  from  international  applications  filed  on 
or  after  November  29,  2000  will  no  longer  be  available  as  prior 
art  under  §  102(e)  as  of  the  date  the  requirements  of  §  371 
(c)(1),  (2)  and  (4)  have  been  satisfied.  Under  §  102(e)(2),  as 
amended  by  the  AIPA  and  H.R.  2215,  an  international  fifing 
date,  which  is  on  or  after  November  29,  2000,  is  a  United 
States  filing  date  for  purposes  of  determining  the  earliest 
effective  prior  art  date  of  a  patent  if  the  international  applica- 
tion designated  the  United  States  and  was  pubfished  in  the 
English  language  under  PCT  Article  21(2)  by  WIPO. 

D.  International  filing  dates  prior  to  November  29,  2000 
cannot  be  used  under  §  102(e)  for  prior  art  purposes. 

No  international  filing  dates  prior  to  November  29,  2000 
may  be  refied  upon  as  a  prior  art  date  under  §  102(e)  in 
accordance  with  the  last  sentence  of  the  effective  date  provi- 
sions (reproduced  below  in  section  1).  Patents  issued  directly, 
or  indirectly,  from  international  applications  filed  before  No- 
vember 29,  2000  may  only  be  used  as  prior  art  based  on  the 
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provisions  of  §  102(e)  in  effect  before  November  29,  2000. 
Thus,  the  date  of  such  a  prior  art  patent  is  the  earhest  of  the 
date  of  compliance  with  35  U.S.C.  §  371(c)(1),  (2)  and  (4),  or 
the  filing  date  of  the  later-filed  U.S.  continuing  application  that 
claimed  the  benefit  of  the  international  application.  Publica- 
tions of  international  applications  filed  before  November  29, 
2000  (which  would  include  WIPO  publications  and  U.S. 
publications  of  the  National  Stage  (§  371))  do  not  have  a  § 
102(e)  date  at  all.  Specifically,  under  §  374,  the  international 
application  must  be  filed  on  or  after  November  29,  2000  for  its 
WIPO  publication  to  be  "deemed  a  publication  under  section 
122(b)"  and  thus  available  as  a  possible  prior  art  reference 
under  §  102(e)  as  amended  by  the  AIPA. 

£.  Additional  requirements  for  international  applications 
filed  on  or  after  November  29,  2000. 

If  an  international  application  was  filed  on  or  after  Novem- 
ber 29,  2000,  the  international  application  must  have  desig- 
nated the  U.S.  and  been  published  in  English  under  PCT 
Article  21(2)  by  WIPO  in  order  for  its  international  filing  date 
to  be  a  U.S.  filing  date  for  purposes  of  §  102(e)  and  be  relied 
upon  as  a  prior  art  date. 

F.  When  an  international  application  cannot  serve  as  a 
bridge  to  an  earlier-hied  application. 

International  applications,  which:  (1)  were  filed  prior  to 
November  29,  2000,  (2)  did  not  designate  the  U.S.,  or  (3)  were 
not  published  in  English  under  PCT  Article  21(2)  by  WIPO, 
may  not  be  used  to  reach  back  (bridge)  to  an  earlier  filing  date 
through  a  priority  or  benefit  claim  for  prior  art  purposes  under 
35  U.S.C.  §  102(e). 

DISCUSSION:  Sections  I  —  V  below  set  forth  the  USPTO's 
examination  procedures  for  the  amendments  to  35  U.S.C.  § 
102(e)  made  by  the  AIPA  and  H.R.  2215. 

I)  Statutory  Language  of  35  U.S.C.  §§  102(e)  and  374: 

Pre-AIPA  §  102(e):  Now,  only  applies  to  Patents  derived 
from  International  Applications  filed  before  November  29, 
2000: 

"A  person  shall  be  entitled  to  a  patent  unless  — 
(e)  the  invention  was  described  in  a  patent  granted  on  an 
application  for  patent  by  another  filed  in  the  United  States 
before  the  invention  thereof  by  the  applicant  for  patent,  or  on 
an  international  application  by  another  who  has  fulfilled  the 
requirements  of  paragraphs  (1),  (2),  and  (4)  of  section  371(c) 
of  this  title  before  the  invention  thereof  by  applicant  for  patent, 
or". 

Revised  §  102(e):  For  examining  all  Applications,  whenever 
filed,  and  for  reexamining  of  all  Patents,  and  for  determining 
the  prior  art  dates"  of  Patents  and  certain  Application  Publi- 
cations: 

A  person  shall  be  entitled  to  a  patent  unless  — 
(e)  the  invention  was  described  in  (1)  an  application  for 
patent,  published  under  section  122(b),  by  another  filed  in  the 
United  States  before  the  invention  by  the  applicant  for  patent 
or  (2)  a  patent  granted  on  an  application  for  patent  by  another 
filed  in  the  United  States  before  the  invention  by  the  applicant 
for  patent,  except  that  an  international  application  filed  under 
the  treaty  defined  in  section  35 1(a)  shall  have  the  effects  for  the 
purposes  of  this  subsection  of  an  application  filed  in  the  United 
States  only  if  the  international  application  designated  the 
United  States  and  was  published  under  Article  21(2)  of  such 
treaty  in  the  English  language;  or 

Pre-AIPA  $  374:  For  WIPO  Publications  of  International 
Applications  filed  prior  to  November  29,  2000: 

The  publication  under  the  treaty  of  an  international  applica- 
tion shall  confer  no  rights  and  shall  have  no  effect  under  this 
title  other  than  that  of  a  printed  publication. 

Revised  $  374:  For  WIPO  Publications  of  International 
Applications  filed  on  or  after  November  29,  2000: 

The  publication  under  the  treaty  defined  in  section  35 1  (a)  of 
this  title,  of  an  international  application  designating  the  United 
States  shall  be  deemed  a  publication  under  section  122(b), 
except  as  provided  in  sections  102(e)  and  154(d)  of  this  title. 


Effective  Date  Provisions  for  the  amendments  to  §S  102(e) 
and  374'''.  as  amended  by  H.R.  2215: 

Except  as  otherwise  provided  in  this  section,  sections  4502 
through  4504  and  4506  through  4507,  and  the  amendments 
made  by  such  sections,  shall  be  effective  as  of  November  29, 
2000,  and  shall  apply  only  to  applications  (including  interna- 
tional applications  designating  the  United  States)  filed  on  or 
after  that  date.  The  amendments  made  by  section  4504  shall 
additionally  apply  to  any  pending  application  filed  before 
November  29,  2000,  if  such  pending  application  is  published 
pursuant  to  a  request  of  the  applicant  under  such  procedures  as 
may  be  established  by  the  Director.  Except  as  otherwise 
provided  in  this  section,  the  amendments  made  by  section  4505 
shall  be  effective  as  of  November  29,  2000  and  shall  apply  to 
all  patents  and  all  applications  for  patents  pending  on  or  filed 
after  November  29,  2000.  Patents  resulting  from  an  interna- 
tional application  filed  before  November  29,  2000  and  appli- 
cations pubhshed  pursuant  to  section  122(b)  or  Article  21(2)  of 
the  treaty  defined  in  section  351(a)  resulting  from  an  interna- 
tional application  filed  before  November  29,  2000  shall  not  be 
effective  asprior  art  as  of  the  filing  date  of  the  international 
application;  however,  such  patents  shall  be  effective  as  prior  art 
in  accordance  with  section  102(e)  in  effect  on  November  28, 
2000. 

II)  Impact  of  Statutory  Changes  and  Effective  Date  of  the 
Changes 

As  shown  above,  35  U.S.C.  §  102(e)  has  been  amended  to 
have  two  separate  clauses,  namely,  (e)(1)  for  publications  of 
patent  applications,  and  (e)(2)  for  patents. 

With  respect  to  revised  35  U.S.C.  §  102(e)(1)  and  35  U.S.C. 
§  374,  a  new  category  of  prior  art  is  created  for  publications 
of  patent  applications.  This  new  category  includes  the  follow- 
ing two  types  of  published  patent  applications: 

(1)  U.S.  publications  of  patent  applications  filed  in  the 
United  States  by  another  which  are  pubhshed  under  §  122(b) 
of  title  35,  United  States  Code;  and 

(2)  U.S.  and  WIPO  publications  of  international  applica- 
tions, filed  on  or  after  November  29,  2000,  by  another  that 
designated  the  United  States  and  were  published  in  the  English 
language  under  PCT  Article  21(2)  by  WIPO. 

In  summary,  under  amended  §§  102(e)(1)  and  374,  certain 
pubUcations  of  patent  applications,  including  certain  WIPO 
publications  of  international  applications  (under  PCT  Article 
21(2))  which  are  filed  on  or  after  November  29,  2000,  are 
considered  to  be  prior  art  as  of  their  earliest  effective  United 
States  filing  date.  It  is  important  to  note  that  a  U.S.  application 
publication  of  a  National  Stage  of  an  international  application 
or  a  WIPO  publication  of  an  international  application  under 
§§  102(e)(1)  and  374,  as  amended  by  H.R.  2215,  can  be  prior 
art  as  of  the  international  filing  date  if  the  international 
application  had  an  international  filing  date  on  or  after 
November  29,  2000,  designated  the  United  States,  and  was 
published  in  English  under  PCT  Article  21(2)  by  WIPO.  Prior 
to  the  AIPA  amendments  to  §§  102(e)  and  374,  a  WIPO 
publication  of  an  international  application  could  only  be  prior 
art  under  §  102(a)  or  (b)  as  of  the  publication  date  (and  there 
were  no  U.S.  application  publications). 

Paragraph  (e)  of  35  U.S.C.  §  102  was  also  amended  to 
modify  what  U.S.  patents  are  available  as  prior  art  under  this 
subsection.  Section  102(e)(2)  no  longer  recognizes  the  date  of 
fulfillment  of  the  35  U.S.C.  §  371(c)(1),  (2)  and  (4)  require- 
ments for  prior  art  purposes.  Section  §  102(e)(2),  however, 
considers  an  international  filing  date  that  is  on  or  after 
November  29,  2000  as  a  United  States  filing  date  for  purposes 
of  determining  the  earliest  effective  prior  art  date  of  a  patent  if 
the  international  application  designated  the  United  States  and 
was  published  in  the  English  language  under  PCT  Article  21(2) 
by  WIPO. 

The  AIPA  and  H.R.  2215  also  establish  when  the  amend- 
ments to  §§  102(e)  and  374  must  be  applied.  First,  the  AIPA 
and  H.R.  2215  set  forth  that  the  amendments  to  §  102(e)  apply 
to  all  applications  being  examined  and  all  patents  under 
reexamination.  See  the  third  sentence  of  §  4508  of  the  AIPA,  as 
amended  by  H.R.  2215  (addressing  §  4505  of  the  AIPA).  In 
other  words,  the  revised  version  of  §  102(e)  is  completely 
retroactive,  and  it  applies  to  all  applications,  no  matter  when 
filed,  and  all  patents,  with  only  one  exception,  which  pertains 
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to  applying,  as  prior  art  under  §  102(e),  patents  or  publications 
based  on  international  applications  filed  prior  to  November  29, 
2000.  Further,  the  amendments  to  §  374,  which  "deems" 
certain  WIPO  publications  of  international  applications  under 
PCT  Article  21(2)  as  U.S.  publications  of  applications  filed 
under  35  U.S.C.  §  111(a),  are  only  effective  for  international 
applications  filed  on  or  after  November  29,  2000.  Therefore,  an 
international  application  must  be  filed  on  or  after  November 
29,  2000  for  its  WIPO  publication  to  be  "deemed  a  publication 
under  section  122(b),"  and  thus  available  as  a  possible  prior  art 
reference  under  §  102(e)(1). 

III)  Prior  Art  Rejections  based  on  35  U.S.C.  §  102(g) 

35  U.S.C.  §  102(g)  issues  such  as  conception,  reduction  to 
practice  and  diligence,  while  more  commonly  applied  to 
interference  matters,  also  arise  in  other  contexts. 

35  U.S.C.  §  102(g)  may  form  the  basis  for  an  ex  parte 
rejection  if:  (1)  the  subject  matter  at  issue  has  been  actually 
reduced  to  practice  by  another  before  the  applicant's  invention, 
and  (2)  there  has  been  no  abandonment,  suppression  or 
concealment.  See,  e.g.,  Amgen,  Inc.  v.  Chugai  Pharmaceutical 
Co.,  927  F.2d  1200,  1205,  18  USPQ2d  1016,  1020  (Fed.  Cir. 
1991);  New  Idea  Farm  Equipment  Corp.  v.  Sperry  Corp.,  916 
F.2d  1561,  1566,  16  USPQ2d  1424,  1428  (Fed.  Cir.  1990);  E.I. 
DuPont  de  Nemours  &  Co.  v.  Phillips  Petroleum  Co.,  849  F.2d 
1430,  1434,  7  USPQ2d  1129,  1132  (Fed.  Cir.  1988);  Kimber- 
lyjClark  v.  Johnson  &  Johnson,  745  F.2d  1437,  1444-46,  223 
USPQ  603,  606-08  (Fed.  Cir.  1984).  To  qualify  as  prior  art 
under  35  U.S.C.  §  102(g),  however,  there  must  be  evidence 
that  the  subject  matter  was  actually  reduced  to  practice,  in  that 
conception  alone  is  not  sufficient.  See  Kimberly  Clark,  745 
R2d  at  1445,  223  USPQ  at  607.  While  the  fifing  of  an 
application  for  patent  is  a  constructive  reduction  to  practice, 
the  filing  of  an  application  does  not  in  itself  provide  the 
evidence  necessary  to  show  an  actual  reduction  to  practice  of 
any  of  the  subject  matter  disclosed  in  the  application  as  is 
necessary  to  provide  the  basis  for  an  ex  parte  rejection  under 
35  U.S.C.  §  102(g).  Thus,  absent  evidence  showing  an  actual 
reduction  to  practice  (which  is  generally  not  available  during 
ex  parte  examination),  the  disclosure  of  a  United  States  patent 
application  publication  or  patent  falls  under  35  U.S.C.  §  102(e) 
and  not  under  35  U.S.C.  §  102(g).  Cf.  In  re  Zletz,  893  F.2d  319, 
323,  13  USPQ2d  1320,  1323  (Fed.  Cir.  1990)  (the  disclosure  in 
a  reference  United  States  patent  does  not  fall  under  35  U.S.C. 
§  102(g)  but  under  35  U.S.C.  §  102(e)). 

In  addition,  subject  matter  qualifying  as  prior  art  only  under 
35  U.S.C.  §  102(g)  may  also  be  the  basis  for  an  ex  parte 
rejection  under  35  U.S.C.  103.  See  In  re  Bass,  AlA  F.2d  1276, 
1283,  177  USPQ  178,  183  (CCPA  1973)  (in  an  unsuccessful 
attempt  to  utilize  a  37  CFR  1.131  affidavit  relating  to  a 
combination  appfication,  applicants  admitted  that  the  subcom- 
bination screen  of  a  copending  appfication  which  issued  as  a 
patent  was  earlier  conceived  than  the  combination).  35  U.S.C. 
§  103(c),  however,  states  that  subsection  (g)  of  35  U.S.C.  §  102 
will  not  preclude  patentability  where  subject  matter  developed 
by  another  person,  that  would  otherwise  qualify  under  35 
U.S.C.  §  102(g),  and  the  claimed  invention  of  an  application 
under  examination  were  owned  by  the  same  person  or  subject 
to  an  obligation  of  assignment  to  the  same  person  at  the  time 
the  invention  was  made.  See  MPEP  §§  706.02(1)  and  2146 
(Eighth  Edition  (Aug.  2001)). 

For  additional  examples  of  35  U.S.C.  §  102(g)  issues  such  as 
conception,  reduction  to  practice  and  diligence  outside  the 
context  of  interference  matters,  see  In  re  Costello,  111  F.2d 
1346,  219  USPQ  389  (Fed.  Cir.  1983)  (discussing  the  concepts 
of  conception  and  constructive  reduction  to  practice  in  the 
context  of  a  declaration  under  37  CFR  1.131),  and  Kawai  v. 
Metlesics,  480  F.2d  880,  178  USPQ  158  (CCPA  1973)  (holding 
constructive  reduction  to  practice  for  priority  under  35  U.S.C. 
§  119  requires  meeting  the  requirements  of  35  U.S.C.  §§  101 
and  112). 

IV)  Examination  Procedures  under  35  U.S.C.  §§  102(e)  and 

374 

(1)  Determine  the  effective  filing  date(s)  of  the  appfication 
being  examined. 

See  the  Manual  of  Patent  Examining  Procedure  (MPEP), 
sections  706.02,  1893.03(b),  1893.03(c),  1895  and  1895.01, 
Eighth  Edition  (Aug.  2001)  as  revised  by  this  notice. 


(2)  Determine  and  perform  an  appropriate  prior  art  search. 
The  Examiner  should  search  for  the  most  relevant  prior  art 

under  35  U.S.C.  §§  102  and  103,  including  U.S.  and  WIPO 
publications  of  patent  applications,  and  U.S.  patents  accorded 
prior  art  dates  under  §  102(e). 

(3)  Determine  if  the  potential  reference  under  §  102(e)  is 
"by  another." 

The  inventive  entity  of  the  application  must  be  different  than 
that  of  the  reference  in  order  to  apply  a  reference  under  § 
102(e).  Note  that,  where  there  are  joint  inventors,  only  one 
inventor  need  be  different  for  the  inventive  entities  to  be 
different  and  a  rejection  under  §  102(e)  may  be  applicable  even 
if  there  are  some  common  inventors.  See  MPEP  706.02(a), 
Eighth  Edition  (Aug.  2001)  as  revised  by  this  notice. 

(4)  Determine  the  appropriate  §  102(e)  date  for  each 
potential  reference  by  following  the  guidelines  below  and 
examples  set  forth  under  Part  V: 

(a)  The  potential  reference  must  be  a  U.S.  patent,  a  U.S. 
application  pubfication  (35  U.S.C.  §  122(b))  or  a  WIPO 
publication  of  an  international  appfication  under  PCT  Article 
21(2)  in  order  to  apply  the  reference  under  §  102(e). 

(b)  Determine  if  the  potential  reference  resulted  from,  or 
claimed  the  benefit  of,  an  international  application.  If  the 
reference  does,  go  to  step  (c)  below.  The  §  102(e)  date  of  a 
reference  that  did  not  result  from,  nor  claimed  the  benefit  of,  an 
international  application  is  its  earliest  effective  U.S.  fifing  date, 
taking  into  consideration  any  proper  priority  or  benefit  claims 
to  prior  U.S.  applications  under  §§  119(e)  or  120  if  the  prior 
application(s)  properly  supports  the  subject  matter  used  to 
make  the  rejection.  See  MPEP  706.02(a),  Eighth  Edition  (Aug. 
2001)  as  revised  by  this  notice. 

(c)  If  the  potential  reference  resulted  from,  or  claimed  the 
benefit  of.  an  international  application,  the  following  must  be 
determined: 

i.  If  the  international  application  meets  the  following  three 
conditions: 

1.  an  international  filing  date  on  or  after  November  29, 
2000; 

2.  designated  the  United  States;  and 

3.  pubfished  under  PCT  Article  21(2)  in  English,  the 
international  filing  date  is  a  U.S.  filing  date  for  prior  art 
purposes  under  §  102(e).  If  such  an  international  application 
properly  claims  benefit  to  an  earlier-filed  U.S.  or  international 
application,  or  priority  to  an  earfier-filed  U.S.  provisional 
application,  apply  the  reference  under  §  102(e)  as  of  the  earlier 
filing  date,  assuming  all  the  conditions  of  §§  102(e),  119(e), 
120,  or  365(c)  are  met.  Note,  where  the  earfier  application  is  an 
international  application,  the  earlier  international  application 
must  satisfy  the  same  three  conditions  (i.e.,  filed  on  or  after 
November  29,  2000,  designated  the  U.S.  and  had  been  pub- 
fished  in  Engfish  under  PCT  Article  21(2)). 

ii.  If  the  international  application  was  filed  on  or  after 
November  29,  2000,  but  did  not  designate  the  United  States  or 
was  not  published  in  Engfish  under  PCT  Article  21(2),  do  not 
treat  the  international  filing  date  as  a  U.S.  filing  date  for  use 
under  35  U.S.C.  §  102(e)  as  a  prior  art  date.  In  this  situation, 
do  not  apply  the  reference  as  of  its  international  filing  date,  its 
date  of  completion  of  the  §  371(c)(1),  (2)  and  (4)  requirements, 
or  any  earlier  filing  date  to  which  such  an  international 
application  claims  benefit  or  priority.  The  reference  may  be 
applied  under  §  102(a)  or  (b)  as  of  its  publication  date,  or  § 
102(e)  as  of  any  later  U.S.  filing  date  of  an  application  that 
properly  claimed  the  benefit  of  the  international  application  (if 
applicable). 

iii.  If  the  international  application  has  an  international  filing 
date  prior  to  November  29,  2000,  apply  the  reference  under  the 
provisions  of  §§  102  and  374,  prior  to  the  AIPA  amendments: 

1.  For  U.S.  patents,  apply  the  reference  under  §  102(e)  as 
of  the  earlier  of  the  date  of  completion  of  the  requirements  of 
§  371(c)(1),  (2)  and  (4)  or  the  fifing  date  of  the  later-filed  U.S. 
application  that  claimed  the  benefit  of  the  international  appfi- 
cation. 

2.  For  U.S.  application  pubfications  and  WIPO  publica- 
tions of  international  applications  under  PCT  Article  21(2), 
never  apply  these  references  under  §  102(e).  These  references 
may  be  applied  as  of  their  pubfication  dates  under  §  102(a)  or 
(b). 

3.  For  U.S.  appfication  publications  of  applications  that 
claim  the  benefit  of  an  international  application  filed  prior  to 
November  29,  2000,  apply  the  reference  under  §  102(e)  as  of 
the  actual  fifing  date  of  the  later-filed  U.S.  appfication  that 
claimed  the  benefit  of  the  international  application. 
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iv.  Examiners  should  be  aware  that  although  a  publication 
of.  or  a  U.S.  Patent  issued  from,  an  international  application 
may  not  have  a  §  102(e)  date  at  all,  or  may  have  a  §  102(e)  date 
that  is  after  the  effective  filing  date  of  the  application  being 
examined  (so  it  is  not  "prior  art"),  the  corresponding  WIPO 
publication  of  an  international  application  will  likely  have  an 
earlier  §  102(a)  or  (b)  date. 

(d)  Foreign  applications"  filing  dates  that  are  claimed  (via  35 
U.S.C.  §§  119(a)-(d)  or  365(a))  in  applications,  which  have 
been  published  as  U.S.  or  WIPO  application  publications  or 
patented  in  the  U.S..  may  not  be  used  as  §  102(e)  dates  for 
prior  art  purposes.  This  would  include  international  filing  dates 
claimed  as  foreign  priority  dates  under  35  U.S.C.  §  365(a). 

(5)  Determine  whether  35  U.S.C.  §  103(c)  common  assignee 
considerations  apply. 

If  a  §  102(e)  reference  is  applied  in  an  obviousness  rejection 
under  35  U.S.C.  §  103(a)  (including  provisional  rejections)  in 
an  application  filed  on  or  after  November  29,  1999'^,  the 
examiner  should  ascertain  whether  there  is  evidence  that  the 
claimed  invention  and  the  reference  were  owned  by  the  same 
person,  or  subject  to  an  obligation  of  assignment  to  the  same 
person,  at  the  time  the  claimed  invention  was  made.  A  clear 
statement  of  entitlement  to  the  prior  art  exclusion  by  appli- 
cant(s)  or  a  registered  practitioner  would  be  sufficient  evidence 
to  estabhsh  the  prior  art  exclusion.  A  double  patenting  rejec- 
tion, however,  based  on  the  §  102(e)  reference  could  be 
applied,  if  appropriate,  even  if  the  reference  is  disqualified 
from  being  used  a  rejection  under  §  103(a).  See  MPEP 
706.02(1),  Eighth  Edition  (Aug.  2001). 

(6)  Apply  the  reference(s)  under  §§  102  or  103.  based  on  the 
provision  of  §  102  that  gives  the  best  prior  art  date  for  the 
disclosure.  If  a  reference  is  prior  art  under  both  §§  102  (a)  and 
(e).  but  not  §  102(b).  the  reference  should  be  applied  under 
both  provisions. 

(a)  Examiners  should  provide  a  copy  of  the  appropriate 
statutory  language  under  which  the  rejection  is  made  in  the 
first  Office  action  utilizing  such  a  rejection.  Only  revised 
(October  2002,  or  more  current)  Form  Paragraphs  pertaining  to 
§  102(e)  should  be  used. 

(7)  Final  rejection  practice:  If  a  second  or  subsequent  action 
contains  a  new  ground  of  rejection  necessitated  by  the  change 
to  35  U.S.C.  §  102(e)  that  was  not  also  necessitated  by  an 
amendment  to  the  claims  or  as  a  result  of  certain  information 
disclosure  statements,  that  action  cannot  be  made  final.  See 
MPEP  706.07(a),  Eighth  Edition  (Aug.  2001). 

V)  Examples 

In  order  to  illustrate  the  prior  art  dates  of  U.S.  and  WIPO 
publications  of  patent  applications  and  United  States  patents 
under  §  102(e),  nine  examples  are  presented  below.  The 
examples  only  cover  the  most  common  factual  situations  that 
might  be  encountered  when  determining  the  §  102(e)  date  of  a 
reference.  Examples  1  and  2  involve  only  U.S.  application 
publications  and  U.S.  patents.  Example  3  involves  a  priority 
claim  to  a  foreign  patent  application.  Examples  4-9  involve 
international  applications.  The  time  lines  in  the  examples 
below  show  the  history  of  the  prior  art  references  that  could  be 
applied  against  the  claims  of  the  application  under  examina- 
tion, or  the  patent  under  reexamination. 

The  dates  in  the  examples  below  are  arbitrarily  used  and  are 
presented  for  illustrative  purposes  only.  Therefore,  correlation 
of  patent  grant  dates  with  Tuesdays  or  application  publication 
dates  with  Thursdays  may  not  be  portrayed  in  the  examples. 


(    08  Dec  2000      ) 


1 


1 


§  1 1 1  (a)  appllMllon  Hied  wlUi 
no  cUlms  for  b«ncOt/priori(y 


Publication  of 

§  I  n(a)  application 

under  §  122(b) 


Patent  granted 


The  §  102(e)(1)  date  for  Publication  is:  08  Dec  2000 
The  §  102(e)(2)  date  for  the  Patent  is:  08  Dec  2000 

Example  2:  Reference  Publication  and  Patent  of  §  111(a) 
Application  with  Priority/Benefit  Claim  to  a  Prior  U.S.  Provi- 
sional or  Nonprovisional  Application 

For  reference  publications  and  patents  of  patent  applications 
filed  under  35  U.S.C.  §  111(a),  the  prior  art  dates  under  § 
102(e)  accorded  to  these  references  are  the  earliest  effective 
United  States  filing  dates.  Thus,  a  publication  and  patent  of  a 
§  111(a)  application,  which  claims  priority  under  35  U.S.C.  § 
119(e)  to  a  prior  U.S.  provisional  application  or  claims  the 
benefit  under  35  U.S.C.  §  120  of  a  prior  nonprovisional 
application,  would  be  accorded  the  earlier  filing  date  as  its 
prior  art  date  under  §  102(e),  assuming  the  earlier-filed 
application  has  proper  support  for  the  subject  matter  as 
required  by  §§  119(e)  or  120. 


01  Jan  2001 


05  Jul  2001 


02  Dec  2002 


1 


1 t 


1st  s  iii(>y(b) 

application  filed 
before  effective 
ilate 


2ll<I  application, 
filed  under  §  111(a). 
claiminc  tiie  benefit 
or  priority  of  the 
prior  application 
under  §120/ll9(e) 


Publication  of 
the  2nd 
application 
under  §  122(b) 


Patent  granted 
on  2nd 
application 


The  §  102(e)(1)  date  for  Publication  is:  01  Jan  2000 
The  §  102(e)(2)  date  for  the  Patent  is:  01  Jan  2000 

Example  3:  Reference  Publication  and  Patent  of  §  111(a) 
Apphcation  with  §  119(a)-(d)  Benefit  Claim  to  a  Prior  Foreign 
Application 

For  reference  publications  and  patents  of  patent  applications 
filed  under  35  U.S.C.  §  111(a),  the  prior  art  dates  under  § 
102(e)  accorded  to  these  references  are  the  earliest  effective 
United  States  filing  dates.  No  benefit  of  the  filing  date  of  the 
foreign  application  is  given  under  §  102(e)  for  prior  art 
purposes  (In  re  Hilmer,  149  USPQ  480  (CCPA  1966)).  Thus,  a 
publication  and  patent  of  a  §  111(a)  application,  which  claims 
benefit  under  35  U.S.C.  §  119(a)-(d)  to  a  prior  foreign-filed 
application,  would  be  accorded  its  United  States  filing  date  as 
its  prior  art  date  under  §  102(e). 


21  Jun  1999 


22  Jun  1998 


jnl! 

1 


16  Aug  2001 


Fordgn 

lsl§  111(a) 

application 

application  Hied 

Iflcd  in  Japan 

claiming 

5  119(a)-(d)  priority 

to  Japanese 

application 

f 


t t 


14  Mar  2002         01  Nov  2003 


2nd  §  111(a) 
application  filed 
under  37  CFR 
l.S3(b)ar(d)wtlh 
;  120  priority 
claim 


Publication  of 

Ute2nd 

{  111(a) 

application 

under 

i  n2(b) 


Patent  grantei 
on  tile  2nd 
S  111(a) 
application 


1^ 

•ranted 


Example  1:  Reference  PubHcation  and  Patent  of  §  111(a) 
Application  with  no  Priority/Benefit  Claims 

For  reference  publications  and  patents  of  patent  applications 
filed  under  35  U.S.C.  §  111(a)  with  no  claim  for  the  benefit  of, 
or  priority  to,  a  prior  application,  the  prior  art  dates  under  § 
102(e)  accorded  to  these  references  are  the  earliest  effective 
United  States  fifing  date.  Thus,  a  publication  and  patent  of  a  § 
111(a)  apphcation.  which  does  not  claim  any  benefit  under 
either  35  U.S.C.  §§  119(e),  120  or  365(c),  would  be  accorded 
the  application's  actual  filing  date  as  its  prior  art  date  under  § 
102(e). 


The  §  102(e)(1)  date  for  Publication  is:  21  Jun  1999 
The  §  102(e)(2)  date  for  the  Patent  is:  21  Jun  1999 

Example  4:  References  based  on  the  National  Stage  (§  371) 
of  an  International  Application  filed  on  or  after  November 
29,  2000  and  which  was  published  in  English  under  PCT 
Article  21(2). 

All  references,  whether  the  WIPO  publication,  the  U.S. 
application  publication  or  the  U.S.  patent,  of  an  international 
application  (lA)  that  was  filed  on  or  after  November  29,  2000, 
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designated  the  U.S.,  and  was  published  in  Enghsh  under  PCT 
Article  21(2)  by  WIPO,  have  the  §  102(e)  prior  art  date  of  the 
international  filing  date  or  earlier  effective  U.S.  filing  date.  No 
benefit  of  the  international  filing  date  (nor  any  U.S.  filing  dates 
prior  to  the  lA),  however,  is  given  for  §  102(e)  prior  art 
purposes  if  the  I A  was  published  under  PCT  Article  21(2)  in  a 
language  other  than  English. 


01  July  2002 


01July2003         01  Nov  2003 


i 


1 


lA  pnbUcatlon  by    §  371  (cXl),  (2)         PnbUcaaon  by 
WIPO  Ut  Enelish    and  (4)  USPTO  under 

AilimmenI  §  UKh) 


Patent 
granted  on 
§371 
application 


The  §  102(e)(1)  date  for  the  lA  publication  by  WIPO  is: 

01  Jan  2001 
The  §  102(e)(1)  date  for  Publication  by  USPTO  is: 
01  Jan  2001 
The  §  102(e)(2)  date  for  the  Patent  is:  01  Jan  2001 

Additional  Priority/Benefit  Claims: 


Additional  Priority /Benefit  Claims: 

i>  If  the  lA  properly  claimed  priority/benefit  to  any  earUer- 
filed  U.S.  application  (whether  provisional  or  nonprovisional), 
there  would  still  be  no  §  102(e)  date  for  all  the  references. 

i>  If  a  later-filed  U.S.  nonprovisional  (§  111(a))  application 
claimed  the  benefit  of  the  lA  in  the  example  above,  the  § 
102(e)  date  of  the  patent  or  publication  of  the  later-filed  U.S. 
application  would  be  the  actual  filing  date  of  the  later-filed 
U.S.  application. 

Example  6:  References  based  on  the  National  Stage  (§  371) 
of  an  International  Application  filed  prior  to  November  29, 
2000  (language  of  the  publication  under  PCT  Article  21(2)  is 
not  relevant) 

The  reference  U.S.  patent  issued  from  an  international 
application  (lA)  that  was  filed  prior  to  November  29,  2000  has 
a  §  102(e)  prior  art  date  of  the  date  of  fulfillment  of  the 
requirements  of  35  U.S.C.  §  371(c)(1),  (2)  and  (4).  This  is  the 
pre-AIPA  §  102(e).  The  application  publications,  both  the 
WIPO  publication  and  the  U.S.  publication,  published  from  an 
international  application  that  was  filed  prior  to  November  29, 
2000.  do  not  have  any  §  102(e)  prior  art  date.  According  to  the 
effective  date  provisions  as  amended  by  H.R.  2215,  the 
amendments  to  §§  102(e)  and  374  are  not  applicable  to 
international  applications  having  international  filing  dates  prior 
to  November  29,  2000.  The  application  publications  can  be 
applied  under  §  102(a)  or  (b)  as  of  their  publication  dates. 


1^  If  a  later-filed  U.S.  nonprovisional  (§  111(a))  application 
claimed  the  benefit  of  the  lA  in  the  example  above,  the  § 
102(e)  date  of  the  patent  or  publication  of  the  later-filed  U.S. 
application  would  be  the  international  filing  date,  assuming  the 
earlier-filed  lA  has  proper  support  for  the  subject  matter  relied 
upon  as  required  by  §  120. 

i^  If  the  lA  properly  claimed  priority  to  an  earlier-filed  U.S. 
provisional  (§  111(b))  application  or  the  benefit  of  an  earlier- 
filed  U.S.  nonprovisional  (§  111(a))  application,  the  §  102(e) 
date  for  all  the  references  would  be  the  filing  date  of  the 
earlier-filed  U.S.  application,  assuming  the  earlier-filed  appli- 
cation has  proper  support  for  the  subject  matter  rehed  upon  as 
required  by  §§  119(e)  or  120. 

Example  5:  References  based  on  the  National  Stage  (§  371) 
of  an  International  Application  filed  on  or  after  November 
29,  2000  and  which  was  not  published  in  English  under  PCT 
Article  21(2). 

All  references,  whether  the  WIPO  publication,  the  U.S. 
application  publication  or  the  U.S.  patent,  of  an  international 
application  (lA)  that  was  filed  on  or  after  November  29.  2000 
but  was  not  published  in  English  under  PCT  Article  21(2)  by 
WIPO,  have  no  §  102(e)  prior  art  date  at  all.  According  to  § 
102(e),  no  benefit  of  the  intemational  filing  date  (nor  any  U.S. 
filing  dates  prior  to  the  I  A)  is  given  for  §  102(e)  prior  art 
purposes  if  the  I A  was  published  under  PCT  Article  21(2)  in  a 
language  other  than  English  regardless  of  whether  the  intema- 
tional application  entered  the  National  Stage.  Such  references 
may  be  applied  under  §  102(a)  or  (b)  as  of  then:  pubhcation 
dates,  but  never  under  §  102(e). 


01  Jan  200 

1 1/29/00 


^ 


02  Oct  2003       02  Nov  2004 


1 L__L 


lA  nied,  US  U  pubUcatton  by    §  371  (cXI),  (2)  and 

designated  WIVO  SOT  m        (4)  fuUlUment 

Enetish 


Publication  by  Patent  grantedon 
USPTO  under  J  i"  application 
§  122(b) 


The  §  102(e)(1)  date  for  the  lA  publication  by  WIPO  is: 
None 
The  §  102(e)(1)  date  for  Publication  by  USPTO  is:  None 
The  §  102(e)(2)  date  for  the  Patent  is:  None 

The  lA  publication  by  WIPO  can  be  applied  under  §  102(a) 
or  (b)  as  of  its  publication  date  (01  July  2002). 


01  Jan  2000 


03  Oct  2002   01  Nov  2003 


L\  filed  In       ^ 

PubUcaUonoflA 

National  Stage  (NS) 

Voluntary 

Patent  granted 

Canada, 

in  any  language 

<ulflIIii>«§371(cXl). 

Publication  of 

on  $  371 

derig.  the  US 

under  PCT  Art. 
21(2)  by  WIPO 

(2).  and  (4) 

NS  under 
S  122(11) 

application 

The  §  102(e)(1)  date  for  the  lA  publication  by  WIPO  is: 
None 
The  §  102(e)(1)  date  for  Publication  by  USPTO  is:  None 
The  §  102(e)  date  for  the  Patent  is:  01  July  2002 

The  lA  publication  by  WIPO  can  be  applied  under  §  102(a) 
or  (b)  as  of  its  publication  date  (01  July  2001). 

Additional  Priority/Benefit  Claims: 

t>  If  the  lA  properly  claimed  priority/benefit  to  any  earlier- 
filed  U.S.  application  (whether  provisional  or  nonprovisional). 
there  would  still  be  no  §  102(e)(1)  date  for  the  U.S.  and  WIPO 
application  publications,  and  the  §  102(e)  date  for  the  patent 
will  still  be  01  July  2002  (the  date  of  fulfiUment  of  the 
requirements  under  §  371(c)(1),  (2)  and  (4)). 

i>  If  a  later-filed  U.S.  nonprovisional  (§  111(a))  appUcation 
claimed  the  benefit  of  the  lA  in  the  example  above,  the  § 
102(e)(1)  date  of  the  application  publication  of  later-filed  U.S. 
application  would  be  the  actual  filing  date  of  the  later-filed 
U.S.  application,  and  §  102(e)  date  of  the  patent  of  the 
later-filed  U.S.  application  would  be  01  July  2002  (the  date  that 
the  earlier-filed  lA  fulfilled  the  requirements  of  §  371(c)(1),  (2) 
and  (4)). 

u^  If  the  patent  was  based  on  a  later-filed  U.S.  application 
that  claimed  the  benefit  of  the  intemational  application  and  the 
later  filed  U.S.  application's  filing  date  is  before  the  date  the 
requirements  of  35  U.S.C.  371(c)(l)(2)  and  (4)  were  fulfilled 
(if  fulfilled  at  all),  the  102(e)  date  of  the  patent  would  be  the 
filing  date  of  the  later-filed  U.S.  apphcation  that  claimed  the 
benefit  of  the  intemational  application. 

Example  7:  References  based  on  a  §  1 1 1(a)  Application  which 
is  a  Continuation  of  an  International  Application,  which 
was  filed  on  or  after  November  29,  2000,  designated  the 
U.S.  and  was  published  in  English  under  PCT  Article  21(2) 

All  references,  whether  the  WIPO  publication,  the  U.S. 
application  pubhcation  or  the  U.S.  patent  of,  or  claiming  the 
benefit  of,  an  intemational  application  (lA)  that  was  filed  on  or 
after  November  29,  2000.  designated  the  U.S.  and  was 
published  in  Enghsh  under  PCT  Article  21(2)  by  WIPO,  have 
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the  §  102(e)  prior  art  date  of  the  international  filing  date  or 
earlier  effective  U.S.  filing  date.  No  benefit  of  the  international 
filing  date  (nor  any  U.S.  filing  dates  prior  to  the  lA),  however, 
is  given  for  §  102(e)  purposes  if  the  lA  was  published  under 
PCT  Article  21(2)  by  WIPO  in  a  language  other  than  English. 


11/29/00 


01  Sept  2002         01  May  2003 


01  July  2003         01  Nov  2004 


t  t  t  t 


lA 

publication 
by  WIPO  m 
EntLsh 


§lU(a)  Publication  of  Patent  jrantc* 

application  §Ul(a)appLb)         on  §  111(a) 

cUiming  the  USPTO  under  application 

bcneOtofthelA  §  1J20>) 
under  §  36S(c)  Is 
fllcd 


The  §  102(e)(1)  date  for  the  I A  publication  by  WIPO  is: 
01  Mar  2001 
The  §  102(e)(1)  date  for  Publication  by  USPTO  is:  01  Mar 

2001 
The  §  102(e)(2)  date  for  the  Patent  is:  01  Mar  2001 

Additional  Priority/Benefit  Claims: 

j^  If  the  lA  properly  claimed  priority  to  an  earlier-filed  U.S. 
provisional  (§  111(b))  application  or  the  benefit  of  an  earlier- 
filed  U.S.  nonpro visional  (§  111(a))  application,  the  §  102(e) 
date  for  all  the  references  would  be  the  filing  date  of  the 
earlier-filed  U.S.  application,  assuming  the  earlier-filed  appli- 
cation has  proper  support  for  the  subject  matter  relied  upon  as 
required  by  §§  119(e)  or  120. 

J^  If  a  second,  later-filed  U.S.  nonprovisional  (§  111(a)) 
application  claimed  the  benefit  of  the  §  111(a)  application  in 
the  example  above,  the  §  102(e)  date  of  the  patent  or 
publication  of  the  second,  later-filed  U.S.  application  would 
still  be  the  international  filing  date  of  the  lA,  assuming  the 
earlier-filed  lA  has  proper  support  for  the  subject  matter  relied 
upon  as  required  by  §  120  and  365(c). 

Example  8:  References  based  on  a  §  111(a)  Application  which 
is  a  Continuation  of  an  International  Application,  which 
was  filed  on  or  after  November  29,  2000  and  was  not 
published  in  English  under  PCT  Article  21(2) 


Additional  Priority/Benefit  Claims: 

u^  If  the  lA  properly  claimed  priority/benefit  to  any  earlier- 
filed  U.S.  application  (whether  provisional  or  nonprovisional), 
there  would  still  be  no  §  102(e)(1)  date  for  the  lA  publication 
by  WIPO,  and  the  U.S.  application  publication  and  patent 
would  still  have  a  §  102(e)  date  of  the  actual  filing  date  of  the 
later-filed  §  111(a)  application  in  the  example  above  (01  May 
2003). 

i>  If  a  second,  later-filed  U.S.  nonprovisional  (§  111(a)) 
application  claimed  the  benefit  of  the  §  111(a)  application  in 
the  example  above,  the  §  102(e)  date  of  the  patent  or 
publication  of  the  second,  later-filed  U.S.  application  would 
still  be  the  actual  filing  date  of  the  §  111(a)  application  in  the 
example  above  (01  May  2003). 

Example  9:  References  based  on  a  [00a7]  1 1 1(a)  Application 
which  is  a  Continuation  (filed  prior  to  any  entry  of  the 
National  Stage)  of  an  International  Application,  which  was 
filed  prior  to  November  29, 2000  (language  of  the  publication 
under  PCT  Article  21(2)  is  not  relevant) 

Both  the  U.S.  publication  and  the  U.S.  patent  of  the  §  111(a) 
continuation  (filed  prior  to  any  entry  of  the  National  Stage)  of 
an  international  application  (lA)  that  was  filed  prior  to  No- 
vember 29,  2000  have  the  §  102(e)  prior  art  date  of  its  actual 
U.S.  filing  date  under  §  111(a).  No  benefit  of  the  international 
filing  date  (nor  any  U.S.  filing  dates  prior  to  the  lA)  is  given  for 
§  102(e)  prior  art  purposes  if  the  lA  was  filed  prior  to 
November  29,  2000.  The  lA  publication  under  PCT  Article 
21(2)  does  not  have  a  prior  art  date  under  §  102(e)(1)  because 
the  lA  was  filed  prior  to  November  29,  2000.  The  lA 
publication  under  PCT  Article  21(2)  can  be  applied  under  § 
102(a)  or  (b)  as  of  its  publication  date. 


01  Mar  1999 


06  Dec  2001   06  Aug  2002 


lA  filed,  with 
priority  claim, 
US  designated 


lA  pabUcfttlon 
by  WIPO  in  an] 
lansua2e 


application  filed 
claiming  benefit  of 
(he  prior  lA 
application 


Publication  of 
§Ul(a)appl. 
by  USPTO 
under  §  122(b) 


Patent -^^ 
granted  to 
§ni(a) 
application 


Both  the  U.S.  publication  and  the  U.S.  patent  of  the  §  111(a) 
continuation  of  an  international  application  (lA)  that  was  filed 
on  or  after  November  29,  2000  but  was  not  published  in 
English  under  PCT  Article  21(2)  by  WIPO  have  the  §  102(e) 
prior  art  date  of  its  actual  U.S.  filing  date  under  §  ]1 11(a).  No 
benefit  of  the  international  filing  date  (nor  any  U.S.  filing  dates 
prior  to  the  lA)  is  given  for  §  102(e)  purposes  if  the  I A  was 
published  under  PCT  Article  21(2)  in  a  language  other  than 
English.  The  lA  publication  under  PCT  Article  21(2)  does  not 
have  a  prior  art  date  under  §  102(e)(1)  because  the  I A  was  not 
published  in  English  under  PCT  Article  21(2).  The  lA  publi- 
cation under  PCT  Article  21(2)  can  be  applied  under  §  102(a) 
or  (b)  as  of  its  publication  date. 


01  Mar  2001 
1 1/29/00 


i 


t 


01July2003       01  Nov  2004 


i t 


lA  filed, 
US  was 
designated 


LA  publication 
by  WIPO  wr 
in  Enetiih 


SnUa) 
application 
claiming  the 
benefit  of  the 
lA  tmder 
i3«S(c)l. 
tDed 


Publication  of 
8in(a)appl. 
by  USPTO 
under  !I22n>) 


Patent  granted 
on  §  111(a) 
application 


The  §  102(e)(1)  date  for  the  lA  publication  by  WIPO  is: 
None 
The  §  102(e)(1)  date  for  Publication  by  USPTO  is:  01  Dec 

2000 
The  §  102(e)  date  for  the  Patent  is:  01  Dec  2000 

The  I A  publication  by  WIPO  can  be  applied  under  §  102(a) 
or  (b)  as  of  its  pubhcation  date  (01  Sept  2000). 

Additional  Priority/Benefit  Claims: 

u^  If  the  lA  properly  claimed  priority/benefit  to  any  earlier- 
filed  U.S.  application  (whether  provisional  or  nonprovisional), 
there  would  still  be  no  §  102(e)(1)  date  for  the  lA  publication 
by  WIPO,  and  the  U.S.  application  publication  and  patent 
would  still  have  a  §  102(e)  date  of  the  actual  filing  date  of 
later-filed  §  111(a)  application  in  the  example  above  (01  Dec 
2000). 

t^  If  a  second,  later-filed  U.S.  nonprovisional  (§  111(a)) 
application  claimed  the  benefit  of  §  111(a)  application  in  the 
example  above,  the  §  102(e)  date  of  the  patent  or  publication 
of  the  second,  later-filed  U.S.  application  would  still  be  the 
actual  filing  date  of  the  §  111(a)  application  in  the  example 
above  (01  Dec  2000). 


The  §  102(e)(1)  date  for  the  lA  publication  by  WIPO  is: 
None 
The  §  102(e)(1)  date  for  Publication  by  USPTO  is:  01  May 

2003 
The  §  102(e)(2)  date  for  the  Patent  is:  01  May  2003 

The  lA  publication  by  WIPO  can  be  applied  under  §  102(a) 
or  (b)  as  of  its  publication  date  (01  Sept  2002). 


FOR  FURTHER  INFORMATION  CONTACT:  Jeanne 
Clark  or  Robert  Clarke,  Legal  Advisors  in  the  Office  of  Patent 
Legal  Administration,  by  telephone  at  (703)  305-1622,  by  fax 
at  (703)  305-1013,  or  by  e-mail  addressed  to 
Jeanne.Clark@USPTO.gov  or  Robert.Clarke@USPTO.gov. 

STEPHEN  G.  KUNIN 

Deputy  Commissioner 

for  Patent  Examination 
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'  An  original  version  of  this  Notice,  signed  on  November  4, 
2002,  was  posted  on  the  Office's  web  site,  and  disseminated  in 
paper  copy  form  as  a  Pre-OG  Notice  as  it  was  expected  that  the 
Notice  would  soon  publish  in  the  Official  Gazette.  In  view  of 
comments  received,  however,  this  revised  version  of  the 
Notice  additionally  includes  a  clarification  of  Office  policy  in 
"(7)  Final  Rejection  Practice"  in  Section  IV  of  the  Discussion 
portion,  some  further  applicability  notes  in  Examples  5  and  6 
in  Section  V  of  the  Discussion  portion,  and  some  minor  edits. 
In  addition.  Item  B  of  the  Significant  Provisions  portion,  the 
third  paragraph  of  Section  II  of  the  Discussion  portion  and  part 
(c)(ii)  of  "(4)  Determine  the  appropriate  §  102(e)  date  for  each 
potential  reference  by  following  the  guidelines  below  and 
examples  set  forth  under  Part  V"  in  Section  IV  of  the 
Discussion  portion  have  been  revised  to  note  that  the  filing 
dates  of  international  applications  that  designate  the  U.S. 
(which  are  filing  dates  in  the  U.S.)  are  only  treated  as  prior  art 
dates  under  35  U.S.C.  §  102(e)  under  certain  circumstances. 
This  revised  Notice  signed  December  11,  2002,  therefore, 
supercedes  the  original  Notice. 

"  If  the  reference  is  a  patent  based  on  an  International 
Application  filed  prior  to  November  29,  2000,  §  102(e)  prior  to 
the  AIPA  is  used  to  determine  its  §  102(e)  prior  art  date. 

'"  The  amendments  to  §  102(e)  were  set  forth  in  section  4505 
of  the  AIPA,  as  amended  by  H.R.  2215.  The  amendments  to  § 
374  were  set  forth  in  section  §  4507  of  the  AIPA,  as  amended 
by  H.R.  2215. 

'"  The  revision  to  35  U.S.C.  §  103(c)  was  made  in  §  4807  of  the 
AIPA  and  is  applicable  only  to  applications  filed  on  or  after 
November  29,  1999. 
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United  States  Patent  and  Trademark  Office 

[Docket  No.  991027288-0264-02] 

RIN  0651-ABlO 

Guidelines  for  Examination  of  Patent  Applications 

Under  the  35  U.S.C.  112,  ^  1, 

"Written  Description"  Requirement 

AGENCY:  United  States  Patent  and  Trademark  Office,  Com- 
merce. 

ACTION:  Notice 

SUMMARY:  These  Guidelines  will  be  used  by  USPTO 
personnel  in  their  review  of  patent  applications  for  compliance 
with  the  "written  description"  requirement  of  35  U.S.C.  112,  ^ 
1 .  These  Guidelines  supersede  the  "Revised  Interim  Guidelines 
for  Examination  of  Patent  Applications  Under  the  35  U.S.C. 
112,  ^  1  'Written  Description'  Requirement"  that  were  pub- 
lished in  the  Federal  Register  at  64  FR  71427,  Dec.  21,  1999, 
and  in  the  Official  Gazette  at  1231  O.G.  123,  Feb.  29,  2000. 
These  Guidelines  reflect  the  current  understanding  of  the 
USPTO  regarding  the  written  description  requirement  of  35 
U.S.C.  112,  ^  1,  and  are  applicable  to  all  technologies. 

DATES:  The  Guidelines  are  effective  as  of  January  5,  2001. 

FOR  FURTHER  INFORMATION  CONTACT:  Stephen 
Walsh  by  telephone  at  (703)  305-9035,  by  facsimile  at  (703) 
305-9373,  by  mail  to  his  attention  addressed  to  United  States 
Patent  and  Trademark  Office,  Box  8,  Washington,  DC  20231, 
or  by  electronic  mail  at  "stephen.walsh@uspto.gov";  or  Linda 
Therkom  by  telephone  at  (703)  305-8800,  by  facsimile  at  (703) 
305-8825,  by  mail  addressed  to  Box  Comments,  Commis- 
sioner for  Patents,  Washington,  DC  20231,  or  by  electronic 
mail  at  "linda.therkom@uspto.gov." 

SUPPLEMENTARY  INFORMATION:  As  of  the  publica- 
tion date  of  this  notice,  these  Guidelines  will  be  used  by 
USPTO  personnel  in  their  review  of  patent  applications  for 
compliance  with  the  "written  description"  requirement  of  35 
U.S.C.  112,  ^  1.  Because  these  Guidelines  only  govern  internal 
practices,  they  are  exempt  from  notice  and  comment  rulemak- 
ing under  5  U.S.C.  553(b)(A). 


Discussion  of  Public  Comments 

Comments  were  received  from  48  individuals  and  18 
organizations  in  response  to  the  request  for  comments  on  the 
"Revised  Interim  Guidelines  for  Examination  of  Patent  Appli- 
cations Under  the  35  U.S.C.  112,  ^  1  'Written  Description' 
Requirement"  published  in  the  Federal  Register  at  64  FR 
71427,  Dec.  21,  1999,  and  in  the  Official  Gazette  at  1231  O.G. 
123,  Feb.  29,  2000.  The  written  comments  have  been  carefully 
considered. 

Overview  of  Comments 

The  majority  of  comments  favored  issuance  of  final  written 
description  guidelines  with  minor  revisions.  Comments  per- 
taining to  the  written  description  guidelines  are  addressed  in 
detail  below.  A  few  comments  addressed  particular  concerns 
with  respect  to  the  associated  examiner  training  materials  that 
are  available  for  public  inspection  at  the  USPTO  web  site 
(www.uspto.gov).  Such  comments  will  be  taken  under  advise- 
ment in  the  revision  of  the  training  materials;  consequently, 
these  comments  are  not  specifically  addressed  below  as  they 
do  not  impact  the  content  of  the  Guidelines.  Several  comments 
raised  issues  pertaining  to  the  patentability  of  ESTs,  genes,  or 
genomic  inventions  with  respect  to  subject  matter  eligibility 
(35  U.S.C.  101),  novelty  (35  U.S.C.  102),  or  obviousness  (35 
U.S.C.  103).  As  these  comments  do  not  pertain  to  the  written 
description  requirement  under  35  U.S.C.  112,  they  have  not 
been  addressed.  However,  the  aforementioned  comments  are 
fully  addressed  in  the  "Discussion  of  Public  Comments"  in  the 
"Utility  Examination  Guidelines"  Final  Notice,  which  will  be 
published  at  or  about  the  same  time  as  the  present  Guidelines. 

Responses  to  Specific  Comments 

(1)  Comment:  One  comment  stated  that  the  Guidelines 
instruct  the  patent  examiner  to  determine  the  correspondence 
between  what  applicant  has  described  as  the  essential  identi- 
fying characteristic  features  of  the  invention  and  what  appli- 
cant has  claimed,  and  that  such  analysis  will  lead  to  error. 
According  to  the  comment,  the  examiner  may  decide  what 
applicant  should  have  claimed  and  reject  the  claim  for  failure 
to  claim  what  the  examiner  considers  to  be  the  invention. 
Another  comment  suggested  that  the  Guidelines  should  clarify 
what  is  meant  by  "essential  features  of  the  invention."  Another 
comment  suggested  that  what  applicant  has  identified  as  the 
"essential  distinguishing  characteristics"  of  the  invention 
should  be  understood  in  terms  of  Fiers  v.  Revel,  984  F.2d  1 164, 
1169,  25  USPQ2d  1601,  1605  (Fed.  Cir.  1993)  ("Conception  of 
a  substance  claimed  per  se  without  reference  to  a  process 
requires  conception  of  its  structure,  name,  formula,  or  defini- 
tive chemical  or  physical  properties."). 

Response:  The  suggestions  have  been  adopted  in  part.  The 
purpose  of  the  written  description  analysis  is  to  confirm  that 
applicant  had  possession  of  what  is  claimed.  The  Guidelines 
have  been  modified  to  instruct  the  examiners  to  compare  the 
scope  of  the  invention  claimed  with  the  scope  of  what 
applicant  has  defined  in  the  description  of  the  invention.  That 
is,  the  Guidelines  instruct  the  examiner  to  look  for  consistency 
between  a  claim  and  what  provides  adequate  factual  support 
for  the  claim  as  judged  by  one  of  ordinary  skill  in  the  art  from 
reading  the  corresponding  written  description. 

(2)  Comment:  Two  comments  urge  that  Regents  of  the 
University  of  California  v.  Eli  Lilly  &  Co.,  119  F.3d  1559,  43 
USPQ2d  1398  (Fed.  Cir.  1997),  is  bad  law  and  should  not  be 
followed  by  the  USPTO  because  it  conflicts  with  binding 
precedent,  such  as  Vas-Cath  v.  Mahurkar,  935  F.2d  1555,  19 
USPQ2d  nil  (Fed.  Cir.  1991).  Response:  The  final  GuideUnes 
are  based  on  the  Office's  current  understanding  of  the  law  and 
are  believed  to  be  fully  consistent  with  binding  precedent  of 
the  U.S.  Supreme  Court  and  the  U.S.  Court  of  Appeals  for  the 
Federal  Circuit.  "Eli  Lilly  is  a  precedential  decision  by  the 
Court  that  has  exclusive  jurisdiction  over  appeals  involving 
patent  law.  Accordingly,  the  USPTO  must  follow  Eli  Lilly. 
Furthermore,  the  USPTO  does  not  view  Eli  Lilly  as  conflicting 
with  Vas-Cath.  Vas-Cath  explains  that  the  purpose  of  the 
written  description  requirement  is  to  ensure  that  the  applicant 
has  conveyed  to  those  of  skill  in  the  art  that  he  or  she  was  in 
possession  of  the  claimed  invention  at  the  time  of  filing. 
Vas-Cath,  935  F2d  at  1563-64,  19  USPQ2d  at  1117.  Eli  Lilly 
explains  that  a  chemical  compound's  name  does  not  necessar- 
ily convey  a  written  description  of  the  named  chemical 
compound,  particularly  when  a  genus  of  compounds  is 
claimed.  Eli  Lilly,  119  F3d  at  1568,  43  USPQ2d  at  1405.  The 
name,  if  it  does  no  more  than  distinguish  the  claimed  genus 
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from  all  others  by  function,  does  not  satisfy  the  written 
description  requirement  because  "it  does  not  define  any  struc- 
tural features  commonly  possessed  by  members  of  the  genus 
that  distinguish  them  from  others.  One  skilled  in  the  art 
therefore  cannot,  as  one  can  do  with  a  fully  described  genus, 
visualize  or  recognize  the  identity  of  the  members  of  the 
genus."  Eli  Lilly,  119  F.3d  at  1568,  43  USPQ2d  at  1406.  Thus, 
Eli  Lilly  identified  a  set  of  circumstances  in  which  the  words  of 
the  claim  did  not,  without  more,  adequately  convey  to  others 
that  applicants  had  possession  of  what  they  claimed. 

(3)  Comment:  Several  comments  urged  that  the  GuideUnes 
do  not  recognize  the  inconsistency  between  the  original  claim 
doctrine  and  the  written  description  requirement  as  set  out  in 
Fiers  and  Eli  Lilly.  On  the  other  hand,  another  comment 
asserts  that  there  is  no  strong  presumption  that  an  originally 
filed  claim  constitutes  an  adequate  written  description  of  the 
claimed  subject  matter.  Several  comments  indicate  that  in  haec 
verba  support  should  be  sufficient  to  comply  with  the  written 
description  requirement.  Two  comments  urge  that  the  concept 
of  constructive  reduction  to  practice  upon  filing  of  an  applica- 
tion has  been  ignored.  Response:  As  noted  above,  the  USPTO 
does  not  find  Fiers  and  Eli  Lilly  to  be  in  conflict  with  binding 
precedent.  An  original  claim  may  provide  written  description 
for  itself,  but  it  still  must  be  an  adequate  written  description 
which  establishes  that  the  inventor  was  in  possession  of  the 
invention.  The  "original  claim  doctrine"  is  founded  on  cases 
which  stand  for  the  proposition  that  originally  filed  claims  are 
part  of  the  written  description  of  an  application  as  filed,  and 
thus  subject  matter  which  is  present  only  in  originally  filed 
claims  need  not  find  independent  support  in  the  specification. 
See,  e.g.,  In  re  Roller,  613  F.2d  819,  824,  204  USPQ  702,  706 
(CCPA  1980)  (later  added  claims  of  similar  scope  and  wording 
were  adequately  described  by  original  claims);  In  re  Gardner, 
480  F.2d  879,  880,  178  USPQ  149,  149  (CCPA  1973)  ("Under 
these  circumstances,  we  consider  the  original  claim  in  itself 
adequate  'written  description'  of  the  claimed  invention.  It  was 
equally  a  'written  description'  *  *  *  whether  located  among  the 
original  claims  or  in  the  descriptive  part  of  the  specification."). 
However,  as  noted  in  the  preceding  comment,  Eli  Lilly 
identified  a  set  of  circumstances  in  which  the  words  of  the 
claim  did  not,  without  more,  adequately  convey  to  others  that 
applicants  had  possession  of  what  they  claimed.  When  the 
name  of  a  novel  chemical  compound  does  not  convey  sufficient 
structural  information  about  the  compound  to  identify  the 
compound,  merely  reciting  the  name  is  not  enough  to  show  that 
the  inventor  had  possession  of  the  compound  at  the  time  the 
name  was  written.  The  Guidelines  indicate  that  there  is  a 
"strong  presumption  "  that  an  adequate  written  description  of 
the  claimed  invention  is  present  when  the  application  is  filed, 
consistent  with  In  re  Wertheim,  541  F.2d  257,  263,  191  USPQ 
90,  97  (CCPA  1976)  ("we  are  of  the  opinion  that  the  PTO  has 
the  initial  burden  of  presenting  evidence  or  reasons  why 
persons  skilled  in  the  art  would  not  recognize  in  the  disclosure 
a  description  of  the  invention  defined  by  the  claims.").  In  most 
cases,  the  statement  that  "an  originally  filed  claim  is  its  own 
written  description,"  is  borne  out  because  the  claim  language 
conveys  to  others  of  skill  in  the  art  that  the  applicant  was  "in 
possession"  of  what  is  claimed.  The  Guidelines  emphasize  that 
the  burden  of  proof  is  on  the  examiner  to  establish  that  a 
description  as  filed  is  not  adequate  and  require  the  examiner  to 
introduce  sufficient  evidence  or  technical  reasoning  to  shift  the 
burden  of  going  forward  with  contrary  evidence  to  the  appli- 
cant. 

(4)  Comment:  One  comment  stated  that  the  Guidelines 
change  the  substance  of  the  written  description  requirement  to 
require  some  level  of  enablement.  The  comment  stated  that  the 
Eli  Lilly  case  should  not  be  followed  because  its  change  in  the 
quality  of  the  description  required  is  in  conflict  with  precedent. 
Another  comment  suggested  that  to  comply  with  the  written 
description  requirement,  the  description  must  both  (i)  demon- 
strate possession  of  the  claimed  invention  by  the  applicant;  and 
(ii)  put  the  public  in  possession  of  the  claimed  invention. 
Response:  As  noted  in  the  comment  above,  the  USPTO  is 
bound  by  the  Federal  Circuit's  decision  in  Eli  Lilly.  The 
Guidelines  have  been  revised  to  clarify  that  an  applicant  must 
provide  a  description  of  the  claimed  invention  which  shows 
that  apphcant  was  in  possession  of  the  claimed  invention.  The 
suggestion  to  emphasize  that  the  written  description  require- 
ment must  put  the  public  in  possession  of  the  invention  has  not 
been  adopted  because  it  removes  much  of  the  distinction 
between  the  written  description  requirement  and  the  enable- 
ment requirement.  Although  the  two  concepts  are  entwined, 
they  are  distinct  and  each  is  evaluated  under  separate  legal 
criteria.  The  written  description  requirement,  a  question  of 


fact,  ensures  that  the  inventor  conveys  to  others  that  he  or  she 
had  possession  of  the  claimed  invention;  whereas,  the  enable- 
ment requirement,  a  question  of  law,  ensures  that  the  inventor 
conveys  to  others  how  to  make  and  use  the  claimed  invention. 

(5)  Comment:  One  comment  suggested  that  the  Guidelines 
should  provide  examples  of  situations  in  which  the  written 
description  requirement  was  met  but  the  enablement  require- 
ment was  not,  and  vice  versa.  Another  comment  stated  that 
examiners  often  use  enablement  language  in  making  written 
description  rejections.  Response:  The  enablement  and  written 
description  requirements  are  not  coextensive  and,  therefore, 
situations  will  arise  in  which  one  requirement  is  met  but  the 
other  is  not.  Federal  Circuit  case  law  demonstrates  many 
circumstances  where  enablement  or  written  description  issues, 
but  not  both,  were  before  the  Court.  These  Guidelines  are 
intended  to  clarify  for  the  examining  corps  the  criteria  needed 
to  satisfy  the  written  description  requirement.  For  examples 
applying  these  Guidelines  to  hypothetical  fact  situations,  see 
the  "Synopsis  of  Application  of  Written  Description  Guide- 
lines" (examiner  training  materials  available  on-line  at  http:// 
www.uspto.gov/  web/menu/written.pdf).  These  examples,  as 
well  as  the  examination  form  paragraphs  and  instructions  on 
their  proper  use,  provide  the  appropriate  language  examiners 
should  use  in  making  written  description  rejections. 

(6)  Comment:  One  comment  disagreed  with  the  statement  in 
an  endnote  that  "the  fact  that  a  great  deal  more  than  just  a 
process  is  necessary  to  render  a  product  invention  obvious 
means  that  a  great  deal  more  than  just  a  process  is  necessary  to 
provide  written  description  for  a  product  invention."  The 
comment  indicated  that  the  statement  is  overly  broad  and 
inconsistent  with  the  "strong  presumption  that  an  adequate 
written  description  of  the  claimed  invention  is  present  when 
the  application  is  filed."  As  an  extreme  case,  for  example,  for 
product-  by-process  claims,  nothing  else  would  be  needed  to 
provide  the  written  description  of  the  product.  Response:  The 
endnote  has  been  clarified  and  is  now  more  narrowly  drawn. 
However,  there  is  no  per  se  rule  that  disclosure  of  a  process  is 
sufficient  to  adequately  describe  the  products  produced  by  the 
process.  In  fact,  Fiers  v.  Revel  and  Eli  Lilly  involved  special 
circumstances  where  the  disclosure  of  a  process  of  making  and 
the  function  of  the  product  alone  did  not  provide  an  adequate 
written  description  for  product  claims.  Even  when  a  product  is 
claimed  in  a  product-by-process  format,  the  adequacy  of  the 
written  description  of  the  process  to  support  product  claims 
must  be  evaluated  on  a  case-by-case  basis. 

(7)  Comment:  Several  comments  urge  that  actual  reduction 
to  practice,  as  a  method  of  satisfying  the  written  description 
requirement  by  demonstrating  possession,  has  been  over- 
emphasized. Response:  The  Guidelines  have  been  clarified  to 
state  that  describing  an  actual  reduction  to  practice  is  one  of  a 
number  of  ways  to  show  possession  of  the  invention.  Descrip- 
tion of  an  actual  reduction  to  practice  offers  an  important  "safe 
haven"  that  applies  to  all  applications  and  is  just  one  of  several 
ways  by  which  an  applicant  may  demonstrate  possession  of  the 
claimed  invention.  Actual  reduction  to  practice  may  be  crucial 
in  the  relatively  rare  instances  where  the  level  of  knowledge 
and  level  of  skill  are  such  that  those  of  skill  in  the  art  cannot 
describe  a  composition  structurally,  or  specify  a  process  of 
making  a  composition  by  naming  components  and  combining 
steps,  in  such  a  way  as  to  distinguish  the  composition  with 
particularity  from  all  others.  Thus,  the  emphasis  on  actual 
reduction  to  practice  is  appropriate  in  those  cases  where  the 
inventor  carmot  provide  an  adequate  description  of  what  the 
composition  is,  and  a  definition  by  function  is  insufficient  to 
define  a  composition  "because  it  is  only  an  indication  of  what 
the  [composition]  does,  rather  than  what  it  is."  Eli  Lilly,  119 
F3d  at  1568,  43  USPQ  at  1406.  See  also  Amgen  Inc.  v.  Chugai 
Pharmaceutical  Co.,  927  F2d  1200,  1206,  18  USPQ2d  1016, 
1021  (Fed.  Cir.  1991). 

(8)  Comment:  One  comment  asserts  that  the  citation  to  Pfaff 
V.  Wells  Electronics,  Inc.,  525  U.S.  55,  48  USPQ2d  1641 
(1998)  is  inappropriate  and  should  be  deleted  because  Pfaff  is 
concerned  with  §  102(b)  on-sale  bar,  not  written  description. 
Another  comment  suggested  that  the  Guidelines  should  pro- 
vide an  explanation  of  how  the  "ready  for  patenting"  concept 
of  Pfaff  should  be  used  in  determining  compliance  with  the 
written  description  requirement.  Response:  The  Guidelines 
state  the  general  principle  that  actual  reduction  to  practice  is 
not  required  to  show  possession  of,  or  to  adequately  describe, 
a  claimed  invention  (although,  as  noted  in  the  previous 
comment,  an  actual  reduction  to  practice  is  crucial  in  relatively 
rare  instances).  An  alternative  is  to  show  that  the  invention 
described  was  "ready  for  patenting"  as  set  out  in  Pfaff.  For 
example,  a  description  of  activities  that  demonstrates  the 
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invention  was  "ready  for  patenting"  satisfies  the  written 
description  requirement.  As  Wertheim  indicates,  "how  the 
specification  accomplishes  this  is  not  material."  541  F.2d  at 
262,  191  USPQ  at  96. 

(9)  Comment:  One  comment  stated  that  the  written  descrip- 
tion of  a  claimed  DNA  should  be  required  to  include  the 
complete  sequence  of  the  DNA  and  claims  should  be  limited  to 
the  DNA  sequence  disclosed.  Response:  Describing  the  com- 
plete chemical  structure,  i.e.,  the  DNA  sequence,  of  a  claimed 
DNA  is  one  method  of  satisfying  the  written  description 
requirement,  but  it  is  not  the  only  method.  See  Eli  Lilly,  119 
F.3d  at  1566,  43  USPQ2d  at  1404  ("An  adequate  written 
description  of  a  DNA  *  *  *  requires  a  precise  definition,  such 
as  by  structure,  formula,  chemical  name,  or  physical  proper- 
ties." (emphasis  added,  internal  quote  omitted)).  Therefore, 
there  is  no  basis  for  a  per  se  rule  requiring  disclosure  of 
complete  DNA  sequences  or  limiting  DNA  claims  to  only  the 
sequence  disclosed. 

(10)  Comment:  One  comment  stated  that  it  is  difficult  to 
envision  how  one  could  provide  a  description  of  sufficient 
identifying  characteristics  of  the  invention  without  physical 
possession  of  a  species  of  the  invention,  and  thus  this  manner 
of  showing  possession  should  be  considered  as  a  way  to  show 
actual  reduction  to  practice.  Response:  This  suggestion  has  not 
been  adopted.  The  three  ways  of  demonstrating  possession  as 
set  forth  in  the  Guidelines  are  merely  exemplary  and  are  not 
mutually  exclusive.  While  there  are  some  cases  where  a 
description  of  sufficient  relevant  identifying  characteristics 
will  evidence  an  actual  reduction  to  practice,  there  are  other 
cases  where  it  will  not.  See,  e.g.,  Ralston  Purina  Co.  v. 
Far-Mar-Co,  Inc.,  772  F.2d  1570,  1576,  227  USPQ  177,  180 
(Fed.  Cir.  1985)  (disclosure  taken  with  the  knowledge  of  those 
skilled  in  the  art  may  be  sufficient  support  for  claims). 

(11)  Comment:  One  comment  stated  that  the  Guidelines 
should  be  revised  to  indicate  that  the  test  of  disclosure  of 
sufficiently  detailed  drawings  should  be  expanded  to  include 
structural  claiming  of  chemical  entities.  Response:  The  sug- 
gestion has  been  adopted. 

(12)  Comment:  One  comment  stated  that  the  Guidelines 
should  reflect  that  an  inventor  is  in  possession  of  the  invention 
when  the  inventor  demonstrably  has  at  least  a  complete 
conception  thereof,  and  that  factors  and  attributes  which 
provide  proof  of  written  description  should  include  evidence 
typically  provided  to  prove  a  complete  conception.  Response: 
The  suggestion  has  not  been  adopted  because  the  conception 
analysis  typically  involves  documentary  evidence  in  addition 
to  the  description  of  the  invention  in  the  application  as  filed. 
However,  it  is  acknowledged  that  if  evidence  typically  pro- 
vided to  prove  a  complete  conception  is  present  in  the 
specification  as  filed,  it  would  be  sufficient  to  show  possession. 
The  Federal  Circuit  has  stated  "[t]he  conception  analysis 
necessarily  turns  on  the  inventor's  ability  to  describe  his 
invention  with  particularity.  Until  he  can  do  so,  he  cannot 
prove  possession  of  the  complete  mental  picture  of  the 
invention."  Burroughs  Wellcome  Co.  v.  Barr  Labs.,  Inc.,  40 
F3d  1223,  1228,  32  USPQ2d  1915,  1919  (Fed.  Cir.  1994).  As 
further  noted  by  the  Federal  Circuit,  in  order  to  prove  concep- 
tion, "a  party  must  show  possession  of  every  feature  recited  in 
the  count,  and  that  every  limitation  of  the  count  must  have 
been  known  to  the  inventor  at  the  time  of  the  alleged 
conception."  Coleman  v.  Dines,  ISA  F2d  353,  359,  224  USPQ 
857,  862  (Fed.  Cir.  1985). 

(13)  Comment:  One  comment  indicated  that  a  "possession" 
test  does  not  appear  in  Title  35  of  the  U.S.  Code  and  is  not 
clearly  stated  by  the  Federal  Circuit.  Therefore,  it  is  recom- 
mended that  patent  examiners  be  directed  to  use  existing 
judicial  precedent  to  make  rejections  of  claims  unsupported  by 
a  statutory  written  description  requirement.  Response:  While 
the  Federal  Circuit  has  not  specifically  laid  out  a  "possession" 
test,  the  Court  has  clearly  indicated  that  possession  is  a 
cornerstone  of  the  written  description  inquiry.  See,  e.g.,  Vas- 
Cath,  Inc.  v.  Mahurkar,  935  F2d  1555,  1563,  19  USPQ2d 
1111,  1116  (Fed.  Cir.  1991);  see  also  Purdue  Pharma  LP  v. 
Paulding  Inc.,  230  F3d  1320,  1323,  56  USPQ2d  1481,  1483 
(Fed.  Cir.  2000)  ("[o]ne  skilled  in  the  art,  reading  the  disclo- 
sure, must  immediately  discern  the  limitation  at  issue  in  the 
claims")  (internal  quote  omitted).  The  possession  test  as  set 
forth  in  the  Guidelines  is  extrapolated  from  case  law  in  a  wide 
variety  of  technologies  and  is  not  intended  to  be  limiting.  Any 
rejections  made  by  examiners  will  be  made  under  35  U.S.C. 
112,  ^1,  with  supporting  rationale.  Final  rejections  are  appeal- 
able if  applicant  disagrees  and  follows  the  required  procedures 
to  appeal. 


(14)  Comment:  Two  comments  indicated  that  if  the  amino 
acid  sequence  for  a  polypeptide  whose  utility  has  been 
identified  is  described,  then  the  question  of  possession  of  a 
class  of  nucleotides  encoding  that  polypeptide  can  be  ad- 
dressed as  a  relatively  routine  matter  using  the  understanding 
of  the  genetic  code,  and  that  the  endnote  addressing  this  issue 
should  be  revised.  Response:  The  suggestion  of  these  com- 
ments has  been  incorporated  in  the  GuideUnes  and  will  be 
reflected  in  the  training  materials.  However,  based  upon  In  re 
Bell,  991  F2d  781,  785,  26  USPQ2d  1529,  1532  (Fed.  Cir. 
1993)  and  In  re  Baird,  16  F3d  380,  382,  29  USPQ2d  1550, 
1552  (Fed.  Cir.  1994),  this  does  not  mean  that  applicant  was  in 
possession  of  any  particular  species  of  the  broad  genus. 

(15)  Comment:  One  comment  disagreed  with  an  endnote 
which  stated  that  a  laundry  hst  disclosure  of  moieties  does  not 
constitute  a  written  description  of  every  species  in  a  genus. 
Specifically,  the  comment  indicates  that  if  the  existence  of  a 
functional  genus  is  adequately  described  in  the  specification,  a 
laundry  list  of  the  species  within  that  genus  must  satisfy  the 
written  description  requirement.  Response:  The  suggestion  to 
revise  the  endnote  will  not  be  adopted.  A  lack  of  adequate 
written  description  problem  arises  if  the  knowledge  and  level 
of  skill  in  the  art  would  not  permit  one  skilled  in  the  art  to 
immediately  envisage  the  product  claimed  from  the  disclosure. 
This  was  aptly  demonstrated  in  In  re  Bell  and  In  re  Baird 
where  possession  of  a  large  genus  did  not  put  a  person  of 
ordinary  skill  in  the  art  in  possession  of  any  particular  species. 
See  also  Purdue  Pharma,  230  F3d  at  1328,  56  USPQ2d  at 
1487  (because  the  original  specification  did  not  disclose  the 
later  claimed  concentration  ratio  was  a  part  of  the  invention, 
the  inventors  cannot  argue  that  they  are  merely  narrowing  a 
broad  invention). 

(16)  Comment:  One  comment  suggested  that  in  the  majority 
of  cases,  a  single  species  will  support  a  generic  claim,  and  that 
the  Guidelines  should  emphasize  this  point.  Response:  The 
suggestion  has  been  adopted  to  a  limited  degree.  The  Guide- 
lines now  indicate  that  a  single  species  may,  in  some  instances, 
provide  an  adequate  written  description  of  a  generic  claim 
when  the  description  of  the  species  would  evidence  to  one  of 
ordinary  skill  in  the  art  that  the  invention  includes  the  genus. 
Note,  however,  Tronzo  v.  Biomet,  Inc.,  156  F.3d  1154,  47 
USPQ2d  1829  (Fed.  Cir.  1998),  where  the  species  in  the  parent 
application  was  held  not  to  provide  written  description  support 
for  the  genus  in  the  child  application. 

(17)  Comment:  One  comment  asserted  that  the  Guidelines 
should  focus  on  the  compliance  of  the  claims,  not  the  specifi- 
cation, with  the  written  description  requirement.  Response: 
This  suggestion  will  not  be  adopted.  "The  specification  shall 
contain  a  written  description  of  the  invention."  35  U.S.C.  112. 
The  claims  are  part  of  the  specification.  Id. ,  *[1  2.  If  an  adequate 
description  is  provided,  it  will  suffice  "whether  located  among 
the  original  claims  or  in  the  descriptive  part  of  the  specifica- 
tion." In  re  Gardner,  480  F2d  879,  880,  178  USPQ  149  (CCPA 
1973).  The  entire  disclosure,  including  the  specification,  draw- 
ings, and  claims,  must  be  considered. 

(18)  Comment:  One  comment  asserted  that  the  Guidelines 
confuse  "new  matter,"  35  U.S.C.  132,  with  the  written  descrip- 
tion requirement,  and  that  the  same  standard  for  written 
description  should  be  applied  to  both  original  claims  and  new 
or  amended  claims.  Response:  The  Guidelines  indicate  that  for 
both  original  and  amended  claims,  the  inquiry  is  whether  one 
skilled  in  the  art  can  reasonably  conclude  that  the  inventor  had 
possession  of  the  claimed  invention  at  the  time  the  application 
was  filed. 

(19)  Comment:  One  comment  suggested  that  the  second 
paragraph  of  the  section  pertaining  to  determining  what  the 
claim  as  a  whole  covers  should  be  deleted  because  it  relates 
more  to  comphance  with  §  112,  second  paragraph,  than  with 
the  written  description  requirement.  Response:  This  suggestion 
will  not  be  adopted.  The  claims  must  be  construed  and  all 
issues  as  to  the  scope  and  meaning  of  the  claim  must  be 
explored  during  the  inquiry  into  whether  the  written  descrip- 
tion requirement  has  been  met.  The  concept  of  treating  the 
claim  as  a  whole  is  applicable  to  all  criteria  for  patentability. 

(20)  Comment:  One  comment  suggested  a  different  order  for 
the  general  analysis  for  determining  compliance  with  the 
written  description  requirement,  starting  with  reading  the 
claim,  then  the  specification,  and  then  determining  whether  the 
disclosure  demonstrates  possession  by  the  applicant.  Response: 
This  suggestion  will  not  be  adopted.  The  claims  must  be 
construed  as  broadly  as  reasonable  in  light  of  the  specification 
and  the  knowledge  in  the  art.  See  In  re  Morris,  127  F.3d  1048, 
1054,  44  USPQ2d  1023,  1027  (Fed.  Cir.  1997).  Then  the 
disclosure  must  be  evaluated  to  determine  whether  it  ad- 
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equately  describes  the  claimed  invention,  i.e.,  whether  it 
conveys  to  a  person  having  ordinary  skill  in  the  art  that  the 
applicant  had  possession  of  what  he  or  she  now  claims. 

(21)  Comment:  Several  comments  suggested  that  the  Guide- 
lines are  unclear  with  regard  to  how  the  examiner  should  treat 
the  transitional  phrase  "consisting  essentially  of."  The  com- 
ments also  suggested  that  the  endnote  that  explains  "consisting 
essentially  of  does  not  make  clear  how  the  use  of  this 
intermediate  transitional  language  affects  the  scope  of  the 
claim.  Several  comments  stated  that  the  USPTO  does  not  have 
legal  authority  to  treat  claims  reciting  this  language  as  open 
(equivalent  to  "comprising").  Another  comment  suggested  that 
the  phrase  "clear  indication  in  the  specification"  be  replaced 
with  "explicit  or  implicit  indication."  Response:  The  transi- 
tional phrase  "consisting  essentially  of  "excludes  ingredients 
that  would  'materially  affect  the  basic  and  novel  chaiacteris- 
tics'  of  the  claimed  composition."  Atlas  Powder  Co.  v.  E.I. 
DuPont  de  Nemours  &  Co..  750  F.2d  1569,  1574,  224  USPQ 
409,  412  (Fed.  Cir.  1984).  The  basic  and  novel  characteristics 
of  the  claimed  invention  aie  Umited  by  the  balance  of  the 
claim.  In  re  Janakirama-  Rao,  317  F.2d  951,  954,  137  USPQ 
893.  896  (CCPA  1963).  However,  during  prosecution  claims 
must  be  read  broadly,  consistent  with  the  specification.  In  re 
Morris,  127  F3d  1048,  1054,  44  USPQ2d  1023,  1027  (Fed. 
Cir.  1997).  l\i\x?,,  for  purposes  of  searching  for  and  applying 
prior  art  in  a  rejection  under  35  U.S.C.  102  or  103,  if  the 
specification  or  the  claims  do  not  define  the  "basic  and  novel" 
properties  of  the  claimed  subject  matter  (or  if  such  properties 
are  in  dispute),  the  broadest  reasonable  interpretation  consis- 
tent with  the  specification  is  that  the  basic  and  novel  charac- 
teristics are  merely  the  presence  of  the  recited  limitations.  See, 
e.g.,  Janakirama-Rao,  317  F.2d  at  954,  137  USPQ  at  895-96. 
This  does  not  indicate  that  the  intermediate  transitional  lan- 
guage is  never  given  weight.  Applicants  may  amend  the  claims 
to  avoid  the  rejections  or  seek  to  establish  that  the  specification 
provides  definitions  of  terms  in  the  claims  that  define  the  basic 
and  novel  characteristics  of  the  claimed  invention  which 
distinguish  the  claimed  invention  from  the  prior  art.  When  an 
applicant  contends  that  additional  steps  or  materials  in  the 
prior  art  are  excluded  by  the  recitation  of  'consisting  essen- 
tially of.'  applicant  has  the  burden  of  showing  that  the 
introduction  of  additional  steps  or  components  would  materi- 
ally change  the  characteristics  of  applicant's  invention.  In  re 
De  Lajarte,  337  F.2d  870,  143  USPQ  256  (CCPA  1964).  The 
language  used  in  the  Guidelines  is  consistent  with  PPG 
Industries  Inc.  v.  Guardian  Industries  Corp.,  156  F.3d  1351, 
1355.  48  USPQ2d  1351,  1355  (Fed.  Cir.  1998)  ("PPG  could 
have  defined  the  scope  of  the  phrase  'consisting  essentially  of" 
for  purposes  of  its  patent  by  making  clear  in  its  specification 
what  it  regarded  as  constituting  a  material  change  in  the  basic 
and  novel  characteristics."). 

(22)  Comment:  One  comment  stated  that  the  written  descrip- 
tion should  "disclose  the  invention,"  including  why  the  inven- 
tion works  and  how  it  was  developed.  Response:  This  sugges- 
tion has  not  been  adopted.  An  inventor  does  not  need  to  know 
how  or  why  the  invention  works  in  order  to  obtain  a  patent. 
Newman  v.  Quigg,  S71  R2d  1575,  1581,  11  USPQ2d  1340, 
1345  (Fed.  Cir.  1989).  To  satisfy  the  enablement  requirement 
of  35  U.S.C.  112,  ^1,  an  application  must  disclose  the  claimed 
invention  in  sufficient  detail  to  enable  a  person  of  ordinary  skill 
in  the  art  to  make  and  use  the  claimed  invention.  To  satisfy  the 
written  description  requirement  of  35  U.S.C.  112,  ^  1,  the 
description  must  show  that  the  applicant  was  in  possession  of 
the  claimed  invention  at  the  time  of  filing.  There  is  no  statutory 
basis  to  require  disclosure  of  why  an  invention  works  or  how 
it  was  developed.  "PatentabiUty  shall  not  be  negatived  by  the 
manner  in  which  the  invention  was  made."  35  U.S.C.  103(a). 

(23)  Comment:  One  comment  recommended  that  the  phrases 
"emerging  and  unpredictable  technologies"  and  "unpredictable 
art"  be  replaced  with  the  phrase — inventions  characterized  by 
factors  which  are  not  reasonably  predictable  in  terms  of  the 
ordinary  skill  in  the  art — .  Response:  The  suggestion  is  adopted 
in  part  and  the  recommended  phrase  has  been  added  as  an 
alternative. 

(24)  Comment:  One  comment  recommended  that  the  phrase 
"conventional  in  the  art"  be  replaced  with — part  of  the 
knowledge  of  one  of  ordinary  skill  in  the  art — .  Response:  The 
suggestion  is  adopted  in  part  and  the  recommended  phrase  has 
been  added  as  an  alternative.  The  standard  of  "con\'entional  in 


the  art"  is  supported  by  case  law  holding  that  a  patent 
specification  "need  not  teach,  and  preferably  omits,  what  is 
well  known  in  the  art."  See  Spectra-Physics,  Inc.  v.  Coherent, 
Inc.,  827  F.2d  1524,  1534,  3  USPQ2d'l737,  1743  (Fed.  Cir. 
1987);  Hvbritech  Inc.  v.  Monoclonal  Antibodies,  Inc.,  802  F.2d 
1367,  1384,  231  USPQ  81,  94  (Fed.  Cir.  1986).  See  also  Atmel 
Corp.  V.  Information  Storage  Devices,  Inc.,  198  F.3d  1374, 
1382,  53  USPQ2d  1225,  1231  (Fed.  Cir.  1999). 

(25)  Comment:  One  comment  recommended  that  the  Guide- 
lines be  amended  to  state  that  the  appropriate  skill  level  for 
determining  possession  of  the  claimed  invention  is  that  of  a 
person  of  ordinary  skill  in  the  art.  Response:  The  comment  has 
not  been  adopted.  The  statutory  language  itseff  indicates  that 
compliance  with  the  requirements  of  35  U.S.C.  112,  ^1,  is 
judged  from  the  standard  of  "any  person  skilled  in  the  art."  It 
is  noted,  however,  that  the  phrases  "one  of  skill  in  the  art"  and 
"one  of  ordinary  .skill  in  the  art"  appear  to  be  synonymous.  See, 
e.g..  Union  Oil  Co.  v.  Atlantic  Richfield  Co.,  208  F3d  989,  997, 
54  USPQ2d  1227,  1232  (Fed.  Cir.  2000)  ("The  written 
description  requirement  does  not  require  the  applicant  'to 
describe  exactly  the  subject  matter  claimed,  [instead]  the 
description  must  clearly  allow  persons  of  ordinary  skill  in  the 
art  to  recognize  that  [he  or  she]  invented  what  is  claimed.' 
Thus,  §  112,  ^  1.  ensures  that,  as  of  the  filing  date,  the  inventor 
conveyed  with  reasonable  clarity  to  those  of  skill  in  the  art  that 
he  was  in  possession  of  the  subject  matter  of  the  claims." 
(citations  omitted,  emphasis  added)). 

(26)  Comment:  One  comment  stated  that  an  endnote  mis- 
states the  relevant  law  in  stating  that,  to  show  inherent  written 
descriptive  support  for  a  claim  limitation,  the  inherent  disclo- 
sure must  be  such  as  would  be  recognized  by  a  person  of 
ordinary  skill  in  the  ait.  The  comment  recommended  that  the 
endnote  be  amended  to  delete  the  reference  to  recognition  by 
persons  of  ordinary  skill  and  to  cite  Pingree  v.  Hull,  518  F.2d 
624,  186  USPQ  248  (CCPA  1975),  rather  than  In  re  Robertson, 
169  F.3d  743,  49  USPQ2d  1949  (Fed.  Cir.  1999).  Response: 
The  comment  has  not  been  adopted.  Federal  Circuit  precedent 
makes  clear  that  an  inherent  disclosure  must  be  recognized  by 
those  of  ordinary  skill  in  the  art.  See,  e.g.,  Hyatt  v.  Boone,  146 
R3d  1348,  1354-55,  47  USPQ2d  1128,  1132  (Fed.  Cir.  1998) 
("[T]he  purpose  of  the  description  requirement  is  'to  ensure 
that  the  inventor  had  possession,  as  of  the  filing  date  of  the 
application  relied  on,  of  the  specific  subject  matter  later 
claimed  by  him.'  *  *  *  Thus,  the  written  description  must 
include  all  of  the  limitations  of  the  interference  count,  or  the 
applicant  must  show  that  any  absent  text  is  necessarily 
comprehended  in  the  description  provided  and  would  have 
been  so  understood  at  the  time  the  patent  application  was 
filed."  (emphasis  added)).  See  also  Reiffin  v.  Microsoft  Corp., 
214  F.3d  1342,  1346,  54  USPQ2d  1915,  1917  (Fed.  Cir.  2000) 
(The  "application  considered  as  a  whole  must  convey  to  one  of 
ordinary  skill  in  the  art,  either  explicitly  or  inherently,  that  [the 
inventor]  invented  the  subject  matter  claimed  *  *  *.  See  *  *  * 
Continental  Can  Co.  USA  v.  Monsanto  Co.,  948  F.2d  1264, 
1268,  20  USPQ2d  1746,  1749  (Fed.  Cir.  1991)  (descriptive 
matter  may  be  inherently  present  in  a  specification  if  one 
skilled  in  the  art  would  necessarily  recognize  such  a  disclo- 
sure)"). 

(27)  Comment:  Several  comments  pointed  out  an  inconsis- 
tency in  the  Federal  Register  Notice  re:  the  Revised  Interim 
Written  Description  Guidelines.  The  inconsistency  concerned 
the  treatment  of  claims  directed  to  an  isolated  DNA  comprising 
SEQ  ID  NO:  1  wherein  SEQ  ID  NO:  1  is  an  expressed  sequence 
tag.  The  comments  contrasted  paragraphs  34  and  35  of  the 
Response  to  Public  Comments  with  the  statement  in  the  text  of 
the  Guidelines  that  a  genus  must  be  supported  by  a  represen- 
tative number  of  species  (as  analyzed  in  Example  7  of  the 
training  materials).  Response:  The  USPTO  acknowledges  that 
there  was  an  inconsistency.  The  Office  notes  that  a  claim 
reciting  a  nucleic  acid  comprising  SEQ  ID  NO:l  may  be 
subject  to  a  rejection  for  lack  of  an  adequate  written  descrip- 
tion where  particular  identifiable  species  within  the  scope  of 
the  claim  lack  an  adequate  written  description.  The  training 
materials  as  amended  exemplify  an  appropriate  analysis. 

(28)  Comment:  One  comment  stated  that  the  USPTO  should 
respond  to  the  issue  of  whether  the  U.S.  is  meeting  its  TRIPs 
obligations.  This  comment  noted  that  the  USPTO  did  not 
address  an  earlier  comment  regarding  the  "Interim  Guidehnes 
for  the  Examination  of  Patent  Applications  under  the  35  U.S.C. 
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112.  ^  1,  'Written  Description'  Requirement,"  63  FR  32,639, 
June  15,  1998,  which  questioned  whether  the  written  descrip- 
tion requirement  is  truly  different  from  the  enablement  require- 
ment, and  indicated  that  such  a  requirement  may  be  contrary  to 
the  TRIPs  provisions  of  the  World  Trade  Organization  (Article 
27.1).  Article  27.1  requires  WTO  Members  to,  inter  alia,  make 
patents  available,  with  limited  exceptions,  for  products  and 
processes  in  all  fields  of  technology  so  long  as  those  products 
and  processes  are  new,  involve  an  inventive  step,  and  are 
capable  of  industrial  application.  The  comment  further  sug- 
gested a  response.  Response:  TRIPs  Article  27  does  not 
address  what  must  be  included  in  a  patent  application  to  allow 
WTO  Member  officials  to  determine  whether  particular  inven- 
tions meet  the  standards  for  patentabihty  established  in  that 
Article.  TRIPs  Article  29,  which  is  more  relevant  to  this 
comment,  states  that  Members  "shall  require"  patent  applicants 
to  disclose  their  invention  "in  a  manner  sufficiently  clear  and 
complete  for  the  invention  to  be  carried  out  by  a  person  skilled 
in  the  art."  If  the  written  description  is  not  clear  and  complete, 
the  applicant  may  not  have  been  in  possession  of  the  invention. 
This  may  support  both  written  description  and  enablement 
standards.  In  addition.  Article  29  expressly  authorizes  Mem- 
bers to  require  patent  applicants  to  disclose  the  best  method  the 
inventor  knows  at  the  time  of  filing  an  application  for  carrying 
out  the  invention. 

(29)  Comment:  Two  conunents  commended  the  USPTO  for 
eliminating  the  Biotechnology  Specific  Examples  in  the  Re- 
vised Interim  Written  Description  Guidelines  and  providing 
separate  training  materials.  One  comment  indicated  a  need  to 
reconfirm  the  examples  set  forth  in  the  Interim  Written 
Description  Guidelines  published  in  1998.  Response:  The 
current  training  materials  reflect  the  manner  in  which  the 
USPTO  interprets  the  Written  Description  Guidelines. 

(30)  Comment:  Several  comments  addressed  specific  con- 
cerns about  the  examiner  training  materials.  Response:  The 
comments  received  with  respect  to  the  training  materials  will 
be  taken  under  advisement  as  the  Office  revises  the  training 
materials  in  view  of  the  revisions  to  the  Guidelines.  The 
specific  comments  will  not  be  addressed  herein  as  they  do  not 
impact  the  language  of  the  Guidelines. 


Guidelines  for  the  Examination  of  Patent  Applications 
Under  the  35  U.S.C.  112,  ^  1,  "Written  Description" 
Requirement 

These  "Written  Description  Guidelines"  are  intended  to 
assist  Office  personnel  in  the  examination  of  patent  applica- 
tions for  compliance  with  the  written  description  requirement 
of  35  U.S.C.  112,  ^  1.  This  revision  is  based  on  the  Office's 
current  understanding  of  the  law  and  public  comments  re- 
ceived in  response  to  the  USPTO's  previous  request  for  public 
comments  on  its  Revised  Interim  Written  Description  Guide- 
lines and  is  believed  to  be  fully  consistent  with  binding 
precedent  of  the  U.S.  Supreme  Court,  as  well  as  the  U.S.  Court 
of  Appeals  for  the  Federal  Circuit  and  its  predecessor  courts. 

This  revision  does  not  constitute  substantive  rulemaking  and 
hence  does  not  have  the  force  and  effect  of  law.  It  is  designed 
to  assist  Office  personnel  in  analyzing  claimed  subject  matter 
for  compliance  with  substantive  law.  Rejections  will  be  based 
upon  the  substantive  law,  and  it  is  these  rejections  which  are 
appealable.  Consequently,  any  perceived  failure  by  Office 
personnel  to  follow  these  Guidelines  is  neither  appealable  nor 
petitionable. 

These  Guidelines  are  intended  to  form  part  of  the  normal 
examination  process.  Thus,  where  Office  personnel  estabhsh  a 
prima  facie  case  of  lack  of  written  description  for  a  claim,  a 
thorough  review  of  the  prior  art  and  examination  on  the  merits 
for  compliance  with  the  other  statutory  requirements,  including 
those  of  35  U.S.C.  101,  102,  103,  and  112,  is  to  be  conducted 
prior  to  completing  an  Office  action  which  includes  a  rejection 
for  lack  of  written  description.  Office  personnel  are  to  rely  on 
this  revision  of  the  Guidelines  in  the  event  of  any  inconsistent 
treatment  of  issues  involving  the  written  description  require- 
ment between  these  Guidelines  and  any  earher  guidance 
provided  from  the  Office. 


I.   General   Principles   Governing  Compliance  With  the 
"Written  Description"  Requirement  for  Applications 

The  first  paragraph  of  35  U.S.C.  112  requires  that  the 
"specification  shall  contain  a  written  description  of  the  inven- 
tion *  *  *."  This  requirement  is  separate  and  distinct  from  the 
enablement  requirement.  '  The  written  description  requirement 
has  several  policy  objectives.  "[T]he  'essential  goal'  of  the 
description  of  the  invention  requirement  is  to  clearly  convey 
the  information  that  an  applicant  has  invented  the  subject 
matter  which  is  claimed."  -  Another  objective  is  to  put  the 
public  in  possession  of  what  the  applicant  claims  as  the 
invention.  -  The  written  description  requirement  of  the  Patent 
Act  promotes  the  progress  of  the  useful  arts  by  ensuring  that 
patentees  adequately  describe  their  inventions  in  their  patent 
specifications  in  exchange  for  the  right  to  exclude  others  from 
practicing  the  invention  for  the  duration  of  the  patent's  term. 

To  satisfy  the  written  description  requirement,  a  patent 
specification  must  describe  the  claimed  invention  in  sufficient 
detail  that  one  skilled  in  the  art  can  reasonably  conclude  that 
the  inventor  had  possession  of  the  claimed  invention.  "^  An 
applicant  shows  possession  of  the  claimed  invention  by  de- 
scribing the  claimed  invention  with  all  of  its  limitations  using 
such  descriptive  means  as  words,  structures,  figures,  diagrams, 
and  formulas  that  fully  set  forth  the  claimed  invention.  "* 
Possession  may  be  shown  in  a  variety  of  ways  including 
description  of  an  actual  reduction  to  practice,  ^  or  by  showing 
that  the  invention  was  "ready  for  patenting"  such  as  by  the 
disclosure  of  drawings  or  structural  chemical  formulas  that 
show  that  the  invention  was  complete,  ^  or  by  describing 
distinguishing  identifying  characteristics  sufficient  to  show 
that  the  applicant  was  in  possession  of  the  claimed  invention. 
^  A  question  as  to  whether  a  specification  provides  an  adequate 
written  description  may  arise  in  the  context  of  an  original 
claim  which  is  not  described  sufficiently,  a  new  or  amended 
claim  wherein  a  claim  limitation  has  been  added  or  removed, 
or  a  claim  to  entitlement  of  an  earlier  priority  date  or  effective 
fifing  date  under  35  U.S.C.  119,  120,  or  365(c).  ^  Compliance 
with  the  written  description  requirement  is  a  question  of  fact 
which  must  be  resolved  on  a  case-by-case  basis.  '° 

A.  Original  Claims 

There  is  a  strong  presumption  that  an  adequate  written 
description  of  the  claimed  invention  is  present  when  the 
application  is  filed.  ' '  However,  the  issue  of  a  lack  of  adequate 
written  description  may  arise  even  for  an  original  claim  when 
an  aspect  of  the  claimed  invention  has  not  been  described  with 
sufficient  particularity  such  that  one  skilled  in  the  art  would 
recognize  that  the  applicant  had  possession  of  the  claimed 
invention.  '^  The  claimed  invention  as  a  whole  may  not  be 
adequately  described  if  the  claims  require  an  essential  or 
critical  feature  which  is  not  adequately  described  in  the 
specification  and  which  is  not  conventional  in  the  art  or  known 
to  one  of  ordinary  skill  in  the  art.  '^  This  problem  may  arise 
where  an  invention  is  described  solely  in  terms  of  a  method  of 
its  making  coupled  with  its  function  and  there  is  no  described 
or  art-recognized  correlation  or  relationship  between  the  struc- 
ture of  the  invention  and  its  function.  '"*  A  lack  of  adequate 
written  description  issue  also  arises  if  the  knowledge  and  level 
of  skill  in  the  art  would  not  permit  one  skilled  in  the  art  to 
immediately  envisage  the  product  claimed  from  the  disclosed 
process. 


15 


B.  New  or  Amended  Claims 

The  proscription  against  the  introduction  of  new  matter  in  a 
patent  application  '^  serves  to  prevent  an  applicant  from  adding 
information  that  goes  beyond  the  subject  matter  originally 
filed.  '^  Thus,  the  written  description  requirement  prevents  an 
applicant  from  claiming  subject  matter  that  was  not  adequately 
described  in  the  specification  as  filed.  New  or  amended  claims 
which  introduce  elements  or  limitations  which  are  not  sup- 
ported by  the  as-filed  disclosure  violate  the  written  description 
requirement.  '^  While  there  is  no  in  haec  verba  requirement, 
newly  added  claim  limitations  must  be  supported  in  the 
specification  through  express,  implicit,  or  inherent  disclosure. 
An  amendment  to  correct  an  obvious  ertor  does  not  constitute 
new  matter  where  one  skilled  in  the  art  would  not  only 
recognize  the  existence  of  the  error  in  the  specification,  but 
also  recognize  the  appropriate  correction.  '^  Deposits  made 
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after  the  application  filing  date  cannot  be  relied  upon  to 
support  additions  to  or  correction  of  information  in  the 
application  as  filed.  ^° 

Under  certain  circumstances,  omission  of  a  limitation  can 
raise  an  issue  regarding  whether  the  inventor  had  possession  of 
a  broader,  more  generic  invention.  "'  A  claim  that  omits  an 
element  which  applicant  describes  as  an  essential  or  critical 
feature  of  the  invention  originally  disclosed  does  not  comply 
with  the  written  description  requirement.  "" 

The  fundamental  factual  inquiry  is  whether  the  specification 
conveys  with  reasonable  clarity  to  those  skilled  in  the  art  that, 
as  of  the  filing  date  sought,  applicant  was  in  possession  of  the 
invention  as  now  claimed.  "^ 

II.  Methodology  for  Determining  Adequacy  of  Written 
Description 

A.  Read  and  Analyze  the  Specification  for  Compliance  With  35 
U.S.C.  112,  f  1 

OflBce  personnel  should  adhere  to  the  following  procedures 
when  reviewing  patent  applications  for  compliance  with  the 
written  description  requirement  of  35  U.S.C.  112,  ^  1.  The 
examiner  has  the  initial  burden,  after  a  thorough  reading  and 
evaluation  of  the  content  of  the  appUcation,  of  presenting 
evidence  or  reasons  why  a  person  skilled  in  the  art  would  not 
recognize  that  the  written  description  of  the  invention  provides 
support  for  the  claims.  There  is  a  strong  presumption  that  an 
adequate  written  description  of  the  claimed  invention  is 
present  in  the  specification  as  filed;  "'*  however,  with  respect  to 
newly  added  or  amended  claims,  applicant  should  show 
support  in  the  original  disclosure  for  the  new  or  amended 
claims.  "^  Consequently,  rejection  of  an  original  claim  for  lack 
of  written  description  should  be  rare.  The  inquiry  into  whether 
the  description  requirement  is  met  is  a  question  of  fact  that 
must  be  determined  on  a  case-by-case  basis.  ^^ 

1.  For  Each  Claim,  Determine  What  the  Claim  as  a  Whole 
Covers 

Claim  construction  is  an  essential  part  of  the  examination 
process.  Each  claim  must  be  separately  analyzed  and  given  its 
broadest  reasonable  interpretation  in  Ught  of  and  consistent 
with  the  written  description.  ^^  The  entire  claim  must  be 
considered,  including  the  preamble  language  "^^  and  the  tran- 
sitional phrase.  "^  The  claim  as  a  whole,  including  all  limita- 
tions found  in  the  preamble,  "^^  the  transitional  phrase,  and  the 
body  of  the  claim,  must  be  sufficiently  supported  to  satisfy  the 
written  description  requirement.  "" 

The  examiner  should  evaluate  each  claim  to  determine  if 
sufficient  structures,  acts,  or  functions  are  recited  to  make  clear 
the  scope  and  meaning  of  the  claim,  including  the  weight  to  be 
given  the  preamble.  ^^  The  absence  of  definitions  or  details  for 
well-  established  terms  or  procedures  should  not  be  the  basis  of 
a  rejection  under  35  U.S.C.  112,  ^  1,  for  lack  of  adequate 
written  description.  Limitations  may  not,  however,  be  im- 
ported into  the  claims  from  the  specification. 

2.  Review  the  Entire  Application  to  Understand  How  Applicant 
Provides  Support  for  the  Claimed  Invention  Including  Each 
Element  and/or  Step 

Prior  to  determining  whether  the  disclosure  satisfies  the 
written  description  requirement  for  the  claimed  subject  matter, 
the  examiner  should  review  the  claims  and  the  entire  specifi- 
cation, including  the  specific  embodiments,  figures,  and  se- 
quence hstings,  to  understand  how  applicant  provides  support 
for  the  various  features  of  the  claimed  invention.  ^^  The 
analysis  of  whether  the  specification  complies  with  the  written 
description  requirement  calls  for  the  examiner  to  compare  the 
scope  of  the  claim  with  the  scope  of  the  description  to 
determine  whether  applicant  has  demonstrated  possession  of 
the  claimed  invention.  Such  a  review  is  conducted  from  the 
standpoint  of  one  of  skill  in  the  art  at  the  time  the  application 
was  filed  "*"*  and  should  include  a  determination  of  the  field  of 
the  invention  and  the  level  of  skill  and  knowledge  in  the  art. 
Generally,  there  is  an  inverse  correlation  between  the  level  of 
skill  and  knowledge  in  the  art  and  the  specificity  of  disclosure 
necessary  to  satisfy  the  written  description  requirement.  Infor- 
mation which  is  well  known  in  the  art  need  not  be  described  in 
detail  in  the  specification.  ^-^ 


3.  Determine  Whether  There  is  Sufficient  Written  Description 
to  Inform  a  Skilled  Artisan  That  Apphcant  was  in  Possession  of 
the  Claimed  Invention  as  a  Whole  at  the  Time  the  Application 
Was  Filed 

a.  Original  claims.  Possession  may  be  shown  in  many  ways. 
For  example,  possession  may  be  shown,  inter  alia,  by  describ- 
ing an  actual  reduction  to  practice  of  the  claimed  invention. 
Possession  may  also  be  shown  by  a  clear  depiction  of  the 
invention  in  detailed  drawings  or  in  structural  chemical  for- 
mulas which  permit  a  person  skilled  in  the  art  to  clearly 
recognize  that  applicant  had  possession  of  the  claimed  inven- 
tion. An  adequate  written  description  of  the  invention  may  be 
shown  by  any  description  of  sufficient,  relevant,  identifying 
characteristics  so  long  as  a  person  skilled  in  the  art  would 
recognize  that  the  inventor  had  possession  of  the  claimed 
invention.  ^^ 

A  specification  may  describe  an  actual  reduction  to  practice 
by  showing  that  the  inventor  constructed  an  embodiment  or 
performed  a  process  that  met  all  the  hmitations  of  the  claim 
and  determined  that  the  invention  would  work  for  its  intended 
purpose.  ^''  Description  of  an  actual  reduction  to  practice  of  a 
biological  material  may  be  shown  by  specifically  describing  a 
deposit  made  in  accordance  with  the  requirements  of  37  CFR 
1.801  et  seq.  ''' 

An  applicant  may  show  possession  of  an  invention  by 
disclosure  of  drawings'''^  or  structural  chemical  formulas'*"  that 
are  sufficiently  detailed  to  show  that  applicant  was  in  posses- 
sion of  the  claimed  invention  as  a  whole.  The  description  need 
only  describe  in  detail  that  which  is  new  or  not  conventional. 
■*'  This  is  equally  true  whether  the  claimed  invention  is  directed 
to  a  product  or  a  process. 

An  applicant  may  also  show  that  an  invention  is  complete  by 
disclosure  of  sufficiently  detailed,  relevant  identifying  charac- 
teristics [4]2[  Jwhich  provide  evidence  that  applicant  was 
in  possession  of  the  claimed  invention,  "^^  i.e.,  complete  or 
partial  structure,  other  physical  and/or  chemical  properties, 
functional  characteristics  when  coupled  with  a  known  or 
disclosed  correlation  between  function  and  structure,  or  some 
combination  of  such  characteristics.  '^'^  What  is  conventional  or 
well  known  to  one  of  ordinary  skill  in  the  art  need  not  be 
disclosed  in  detail.  "^^  If  a  skilled  artisan  would  have  under- 
stood the  inventor  to  be  in  possession  of  the  claimed  invention 
at  the  time  of  filing,  even  if  every  nuance  of  the  claims  is  not 
explicitly  described  in  the  specification,  then  the  adequate 
description  requirement  is  met.  "^^ 

(1)  For  each  claim  drawn  to  a  single  embodiment  or  species: 

47 

(a)  Determine  whether  the  application  describes  an  actual 
reduction  to  practice  of  the  claimed  invention. 

(b)  If  the  application  does  not  describe  an  actual  reduction  to 
practice,  determine  whether  the  invention  is  complete  as 
evidenced  by  a  reduction  to  drawings  or  structural  chemical 
formulas  that  are  sufficiently  detailed  to  show  that  applicant 
was  in  possession  of  the  claimed  invention  as  a  whole. 

(c)  If  the  application  does  not  describe  an  actual  reduction  to 
practice  or  reduction  to  drawings  or  structural  chemical  for- 
mula as  discussed  above,  determine  whether  the  invention  has 
been  set  forth  in  terms  of  distinguishing  identifying  character- 
istics as  evidenced  by  other  descriptions  of  the  invention  that 
are  sufficiently  detailed  to  show  that  applicant  was  in  posses- 
sion of  the  claimed  invention. 

(i)  Determine  whether  the  application  as  filed  describes  the 
complete  structure  (or  acts  of  a  process)  of  the  claimed 
invention  as  a  whole.  The  complete  structure  of  a  species  or 
embodiment  typically  satisfies  the  requirement  that  the  de- 
scription be  set  forth  "in  such  full,  clear,  concise,  and  exact 
terms"  to  show  possession  of  the  claimed  invention.  "^^  If  a 
complete  structure  is  disclosed,  the  written  description  require- 
ment is  satisfied  for  that  species  or  embodiment,  and  a 
rejection  under  35  U.S.C.  112,  ^  1,  for  lack  of  written 
description  must  not  be  made. 

(ii)  If  the  application  as  filed  does  not  disclose  the  complete 
structure  (or  acts  of  a  process)  of  the  claimed  invention  as  a 
whole,  determine  whether  the  specification  discloses  other 
relevant  identifying  characteristics  sufficient  to  describe  the 
claimed  invention  in  such  full,  clear,  concise,  and  exact  terms 
that  a  skilled  artisan  would  recognize  applicant  was  in  posses- 
sion of  the  claimed  invention. 

Whether  the  specification  shows  that  applicant  was  in 
possession  of  the  claimed  invention  is  not  a  single,  simple 
determination,  but  rather  is  a  factual  determination  reached  by 
considering  a  number  of  factors.  Factors  to  be  considered  in 
determining  whether  there  is  sufficient  evidence  of  possession 
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include  the  level  of  skill  and  knowledge  in  the  art,  partial 
structure,  physical  and/or  chemical  properties,  functional  char- 
acteristics alone  or  coupled  with  a  known  or  disclosed  corre- 
lation between  structure  and  function,  and  the  method  of 
making  the  claimed  invention.  Disclosure  of  any  combination 
of  such  identifying  characteristics  that  distinguish  the  claimed 
invention  from  other  materials  and  would  lead  one  of  skill  in 
the  art  to  the  conclusion  that  the  applicant  was  in  possession  of 
the  claimed  species  is  sufficient.  Patents  and  printed  publi- 
cations in  the  art  should  be  relied  upon  to  determine  whether 
an  art  is  mature  and  what  the  level  of  knowledge  and  skill  is  in 
the  art.  In  most  technologies  which  are  mature,  and  wherein 
the  knowledge  and  level  of  skill  in  the  art  is  high,  a  written 
description  question  should  not  be  raised  for  original  claims 
even  if  the  specification  discloses  only  a  method  of  making  the 
invention  and  the  function  of  the  invention.  '''  In  contrast,  for 
inventions  in  emerging  and  unpredictable  technologies,  or  for 
inventions  characterized  by  factors  not  reasonably  predictable 
which  are  known  to  one  of  ordinary  skill  in  the  art,  more 
evidence  is  required  to  show  possession.  For  example,  disclo- 
sure of  only  a  method  of  making  the  invention  and  the  function 
may  not  be  sufficient  to  support  a  product  claim  other  than  a 
product-by-process  claim.  Furthermore,  disclosure  of  a 
partial  structure  without  additional  characterization  of  the 
product  may  not  be  sufficient  to  evidence  possession  of  the 
claimed  invention.  ^^ 

Any  claim  to  a  species  that  does  not  meet  the  test  described 
under  at  least  one  of  (a),  (b),  or  (c)  must  be  rejected  as  lacking 
adequate  written  description  under  35  U.S.C.  112,  ^  1. 

(2)  For  each  claim  drawn  to  a  genus: 

The  written  description  requirement  for  a  claimed  genus 
may  be  satisfied  through  sufficient  description  of  a  represen- 
tative number  of  species  by  actual  reduction  to  practice  (see 
(l)(a),  above),  reduction  to  drawings  (see  (l)(b),  above),  or  by 
disclosure  of  relevant,  identifying  characteristics,  i.e.,  structure 
or  other  physical  and/or  chemical  properties,  by  functional 
characteristics  coupled  with  a  known  or  disclosed  correlation 
between  function  and  structure,  or  by  a  combination  of  such 
identifying  characteristics,  sufficient  to  show  the  applicant  was 
in  possession  of  the  claimed  genus  (see  (l)(c),  above).  ^'^ 

A  "representative  number  of  species"  means  that  the  species 
which  are  adequately  described  are  representative  of  the  entire 
genus.  Thus,  when  there  is  substantial  variation  within  the 
genus,  one  must  describe  a  sufficient  variety  of  species  to 
reflect  the  variation  within  the  genus.  On  the  other  hand,  there 
may  be  situations  where  one  species  adequately  supports  a 
genus.  ''^  What  constitutes  a  "representative  number"  is  an 
inverse  function  of  the  skill  and  knowledge  in  the  art.  Satis- 
factory disclosure  of  a  "representative  number"  depends  on 
whether  one  of  skill  in  the  art  would  recognize  that  the 
applicant  was  in  possession  of  the  necessary  common  at- 
tributes or  features  of  the  elements  possessed  by  the  members 
of  the  genus  in  view  of  the  species  disclosed.  For  inventions  in 
an  unpredictable  art,  adequate  written  description  of  a  genus 
which  embraces  widely  variant  species  cannot  be  achieved  by 
disclosing  only  one  species  within  the  genus.  ^^  Description  of 
a  representative  number  of  species  does  not  require  the 
description  to  be  of  such  specificity  that  it  would  provide 
individual  support  for  each  species  that  the  genus  embraces.  ^^ 
If  a  representative  number  of  adequately  described  species  are 
not  disclosed  for  a  genus,  the  claim  to  that  genus  must  be 
rejected  as  lacking  adequate  written  description  under  35 
U.S.C.  112,  f  1. 

b.  New  claims,  amended  claims,  or  claims  asserting  entitle- 
ment to  the  benefit  of  an  earlier  priority  date  or  filing  date 
under  35  U.S.C.  119,  120,  or  365(c).  The  examiner  has  the 
initial  burden  of  presenting  evidence  or  reasoning  to  explain 
why  persons  skilled  in  the  art  would  not  recognize  in  the 
original  disclosure  a  description  of  the  invention  defined  by  the 
claims.  ^^  However,  when  filing  an  amendment  an  applicant 
should  show  support  in  the  original  disclosure  for  new  or 
amended  claims.  ^^  To  comply  with  the  written  description 
requirement  of  35  U.S.C.  112,^  1,  or  to  be  entitled  to  an  earlier 
priority  date  or  filing  date  under  35  U.S.C.  119,  120,  or  365(c), 
each  claim  hmitation  must  be  expressly,  ^°  implicitly,  ^'  or 
inherently  ^'  supported  in  the  originally  filed  disclosure.  ^^ 
Furthermore,  each  claim  must  include  all  elements  which 
applicant  has  described  as  essential.  ^'^ 

If  the  originally  filed  disclosure  does  not  provide  support  for 
each  claim  limitation,  or  if  an  element  which  applicant 
describes  as  essential  or  critical  is  not  claimed,  a  new  or 
amended  claim  must  be  rejected  under  35  U.S.C.  112,  ^  1,  as 
lacking  adequate  written  description,  or  in  the  case  of  a  claim 


for  priority  under  35  U.S.C.  119,  120,  or  365(c),  the  claim  for 
priority  must  be  denied. 

III.  Complete  Patentability  Determination  Under  All  Statu- 
tory Requirements  and  Clearly  Communicate  Findings, 
Conclusions,  and  Their  Bases 

The  above  only  describes  how  to  determine  whether  the 
written  description  requirement  of  35  U.S.C.  112,  ^  1,  is 
satisfied.  Regardless  of  the  outcome  of  that  determination. 
Office  personnel  must  complete  the  patentability  determination 
under  all  the  relevant  statutory  provisions  of  title  35  of  the  U.S. 
Code. 

Once  Office  personnel  have  concluded  analysis  of  the 
claimed  invention  under  all  the  statutory  provisions,  including 
35  U.S.C.  101,  112,  102,  and  103,  they  should  review  all  the 
proposed  rejections  and  their  bases  to  confirm  their  correct- 
ness. Only  then  should  any  rejection  be  imposed  in  an  Office 
action.  The  Office  action  should  clearly  communicate  the 
findings,  conclusions,  and  reasons  which  support  them.  When 
possible,  the  Office  action  should  offer  helpful  suggestions  on 
how  to  overcome  rejections. 

A.  For  Each  Claim  Lacking  Written  Description  Support, 
Reject  the  Claim  Under  Section  112,  y  1,  for  Lack  of  Adequate 
Written  Description 

A  description  as  filed  is  presumed  to  be  adequate,  unless  or 
until  sufficient  evidence  or  reasoning  to  the  contrary  has  been 
presented  by  the  examiner  to  rebut  the  presumption.  ^^  The 
examiner,  therefore,  must  have  a  reasonable  basis  to  challenge 
the  adequacy  of  the  written  description.  The  examiner  has  the 
initial  burden  of  presenting  by  a  preponderance  of  evidence 
why  a  person  skilled  in  the  art  would  not  recognize  in  an 
applicant's  disclosure  a  description  of  the  invention  defined  by 
the  claims. [6]6[  ]In  rejecting  a  claim,  the  examiner  must 
set  forth  express  findings  of  fact  regarding  the  above  analysis 
which  support  the  lack  of  written  description  conclusion. 
These  findings  should: 

(1)  Identify  the  claim  limitation  at  issue;  and 

(2)  Establish  a  prima  facie  case  by  providing  reasons  why  a 
person  skilled  in  the  art  at  the  time  the  application  was  filed 
would  not  have  recognized  that  the  inventor  was  in  possession 
of  the  invention  as  claimed  in  view  of  the  disclosure  of  the 
application  as  filed.  A  general  allegation  of  "unpredictability  in 
the  art"  is  not  a  sufficient  reason  to  support  a  rejection  for  lack 
of  adequate  written  description. 

When  appropriate,  suggest  amendments  to  the  claims  which 
can  be  supported  by  the  application's  written  description,  being 
mindful  of  the  prohibition  against  the  addition  of  new  matter  in 
the  claims  or  description. 

B.  Upon  Reply  by  Applicant,  Again  Determine  the  Patentabil- 
ity of  the  Claimed  Invention,  Including  Whether  the  Written 
Description  Requirement  Is  Satisfied  by  Reperforming  the 
Analysis  Described  Above  in  View  of  the  Whole  Record 

Upon  reply  by  applicant,  before  repeating  any  rejection 
under  35  U.S.C.  112,  ^  1,  for  lack  of  written  description, 
review  the  basis  for  the  rejection  in  view  of  the  record  as  a 
whole,  including  amendments,  arguments,  and  any  evidence 
submitted  by  applicant.  If  the  whole  record  now  demonstrates 
that  the  written  description  requirement  is  satisfied,  do  not 
repeat  the  rejection  in  the  next  Office  action.  If  the  record  still 
does  not  demonstrate  that  the  written  description  is  adequate  to 
support  the  claim(s),  repeat  the  rejection  under  35  U.S.C.  112, 
^  1,  fully  respond  to  applicant's  rebuttal  arguments,  and 
properly  treat  any  further  showings  submitted  by  apphcant  in 
the  reply.  When  a  rejection  is  maintained,  any  affidavits 
relevant  to  the  112,  ^  1,  written  description  requirement,  ^^ 
must  be  thoroughly  analyzed  and  discussed  in  the  next  Office 
action. 

December  29,  2000.  Q.  Todd  Dickinson, 

Under  Secretary  of  Commerce  for  Intellectual 

Property  and  Director  of  the  United  States 

Patent  and  Trademark  Office. 


March  2,  2004 
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Endnotes 

'  See,  e.g..  Vas-Cath,  Inc.  v.  Mahurkar,  935  F.2d  1555,  1560,  19 
USPQ2d  1111,  1114(Fed.  Cir.  1991). 

-  In  re  Barker,  559  F.2d  588,  592  n.4,  194  USPQ  470,  473  n.4  (CCPA 
1977). 

^See  Regents  of  the  University  of  California  v.  Eli  Lilly,  119  F.3d 
1559,  1566.  43  USPQ2d  1398,  1404  (Fed.  Cir.  1997),  cert,  denied,  523 
U.S.  1089  (1998). 

"^  See.  e.g..  Vas-Cath.  Inc.  v.  Mahurkar,  935  F.2d  at  1563,  19  USPQ2d 
at  1116.  Much  of  the  written  description  case  law  addresses  whether  the 
specification  as  originally  filed  supports  claims  not  originally  in  the 
application.  The  issue  raised  in  the  cases  is  most  often  phrased  as 
whether  the  original  application  provides  "adequate  support"  for  the 
claims  at  issue  or  whether  the  material  added  to  the  specification 
incorporates  "new  matter"  in  violation  of  35  U.S.C.  132.  The  "written 
description"  question  similarly  arises  in  the  interference  context,  where 
the  issue  is  whether  the  specification  of  one  party  to  the  interference  can 
support  the  newly  added  claims  corresponding  to  the  count  at  issue,  i.e., 
whether  that  party  can  "make  the  claim"  corresponding  to  the  interfer- 
ence count.  See,  e.g.,  Martin  v.  Mayer,  823  F.2d  500,  503,  3  USPQ2d 
1333,  1335  (Fed.  Cir.  1987). 

In  addition,  early  opinions  suggest  the  Patent  and  Trademark  Office 
was  unwilling  to  find  written  descriptive  support  when  the  only 
description  was  found  in  the  claims;  however,  this  viewpoint  was 
rejected.  See  In  re  Koller,  613  F2d  819,  204  USPQ  702  (CCPA  1980) 
(original  claims  constitute  their  own  description);  accord  In  re  Gardner, 
475  F2d  1389,  177  USPQ  396  (CCPA  1973);  accord  In  re  Wertheim, 
541  F.2d  257,  191  USPQ  90  (CCPA  1976)  (accord).  It  is  now  well 
accepted  that  a  satisfactory  description  may  be  in  the  claims  or  any 
other  portion  of  the  originally  filed  specification.  These  early  opinions 
did  not  address  the  quality  or  specificity  of  particularity  that  was 
required  in  the  description,  i.e.,  how  much  description  is  enough. 

^  Lockwood  v.  American  Airlines,  Inc.,  107  F.3d  1565,  1572,  41 
USPQ2d  1961,  1966  (Fed.  Cir.  1997). 

^  An  application  specification  may  show  actual  reduction  to  practice 
by  describing  testing  of  the  claimed  invention  or,  in  the  case  of 
biological  materials,  by  specifically  describing  a  deposit  made  in 
accordance  with  37  CFR  1.801  et  seq.  See  also  Deposit  of  Biological 
Materials  for  Patent  Purposes.  Final  Rule,  54  FR  34,864  (August  22, 
1989)  ("The  requirement  for  a  specific  identification  is  consistent  with 
the  description  requirement  of  the  first  paragraph  of  35  U.S.C.  112,  and 
to  provide  an  antecedent  basis  for  the  biological  material  which  either 
has  been  or  will  be  deposited  before  the  patent  is  granted."  Id.  at  34,876. 
"The  description  must  be  sufficient  to  permit  verification  that  the 
deposited  biological  material  is  in  fact  that  disclosed.  Once  the  patent 
issues,  the  description  must  be  sufficient  to  aid  in  the  resolution  of 
questions  of  infringement."  Id.  at  34,880.).  Such  a  deposit  is  not  a 
substitute  for  a  written  description  of  the  claimed  invention.  The  written 
description  of  the  deposited  material  needs  to  be  as  complete  as  possible 
because  the  examination  for  patentability  proceeds  solely  on  the  basis  of 
the  written  description.  See,  e.g.,  In  re  Lundak,  ll'i  F.2d  1216,  227 
USPQ  90  (Fed.  Cir.  1985).  See  also  54  FR  at  34,880  ("As  a  general  rule, 
the  more  information  that  is  provided  about  a  particular  deposited 
biological  material,  the  better  the  examiner  will  be  able  to  compare  the 
identity  and  characteristics  of  the  deposited  biological  material  with  the 
prior  art."). 

'  Pfaffv.  Wells  Electronics,  Inc.,  525  U.S.  55,  68,  119  S.Ct.  304,  312, 
48  USPQ2d  1641,  1647  (1998);  Eli  Liltv,  119  F3d  at  1568,  43  USPQ2d 
at  1406. 

**  See  Amgen,  Inc.  v.  Chugai  Pharmaceutical,  927  F.2d  1200,  1206, 
18  USPQ2d  1016,  1021  (Fed.  Cir.  1991)  (one  must  define  a  compound 
by  "whatever  characteristics  sufficiently  distinguish  it"). 

^  A  description  requirement  issue  can  arise  for  original  claims  (see. 
e.g..  Eli  Lilly.  119  F3d  1559,  43  USPQ2d  1398)  as  well  as  new  or 
amended  claims.  Most  typically,  the  issue  will  arise  in  the  context  of 
determining  whether  new  or  amended  claims  are  supported  by  the 
description  of  the  invention  in  the  application  as  filed  {see.  e.g..  In  re 
Wright,  866  F2d  422,  9  USPQ2d  1649  (Fed.  Cir.  1989)),  whether  a 
claimed  invention  is  entitled  to  the  benefit  of  an  earlier  priority  date  or 
effective  filing  date  under  35  U.S.C.  119,  120,  or  365(c)  {see,  e.g., 
Tronzo  v.  Biomet.  Inc.,  156  F3d  1154,  47  USPQ2d  1829  (Fed.  Cir. 
1998);  Fiers  v.  Revel,  984  F2d  1 164,  25  USPQ2d  1601  (Fed.  Cir.  1993); 
In  re  Ziegler,  992  F2d  1197,  1200,  26  USPQ2d  1600,  1603  (Fed.  Cir. 
1993)),  or  whether  a  specification  provides  support  for  a  claim 
corresponding  to  a  count  in  an  interierence  {see.  e.g..  Fields  v.  Conover, 
443  F2d  1386,  170  USPQ  276  (CCPA  1971)). 

'"  Vas-Cath.  Inc.  v.  Mahurkar,  935  F2d  at  1563,  19  USP02d  at  1 1 16 
(Fed.  Cir.  1991). 

"  /n  re  Wertheim,  541  F2d  257,  263,  191  USPQ  90,  97  (CCPA  1976) 
("we  are  of  the  opinion  that  the  PTO  has  the  initial  burden  of  presenting 
evidence  or  reasons  why  persons  skilled  in  the  art  would  not  recognize 
in  the  disclosure  a  description  of  the  invention  defined  by  the  claims"). 

'^  See  endnote  4. 


'^  For  example,  consider  the  claim  "A  gene  comprising  SEQ  ID 
NO:  1."  A  determination  of  what  the  claim  as  a  whole  covers  may  result 
in  a  conclusion  that  specific  structures  such  as  a  promoter,  a  coding 
region,  or  other  elements  are  included.  Although  all  genes  encompassed 
by  this  claim  share  the  characteristic  of  comprising  SEQ  ID  NO:  1 ,  there 
may  be  insufficient  description  of  those  specific  structures  (e.g., 
promoters,  enhancers,  coding  regions,  and  other  regulatory  elements) 
which  are  also  included. 

'"*  A  biomolecule  sequence  described  only  by  a  functional  character- 
istic, without  any  known  or  disclosed  correlation  between  that  function 
and  the  structure  of  the  sequence,  normally  is  not  a  sufficient  identifying 
characteristic  for  written  description  purposes,  even  when  accompanied 
by  a  method  of  obtaining  the  claimed  sequence.  For  example,  even 
though  a  genetic  code  table  would  correlate  a  known  amino  acid 
sequence  with  a  genus  of  coding  nucleic  acids,  the  same  table  cannot 
predict  the  native,  naturally  occurring  nucleic  acid  sequence  of  a 
naturally  occurring  mRNA  or  its  corresponding  cDNA.  Cf.  In  re  Bell, 
991  F.2d  781,  26  USPQ2d  1529  (Fed.  Cir.  1993),  and  In  re  Deuel,  51 
F3d  1552,  34  USPQ2d  1210  (Fed.  Cir.  1995)  (holding  that  a  process 
could  not  render  the  product  of  that  process  obvious  under  35  U.S.C. 
103).  The  Federal  Circuit  has  pointed  out  that  under  United  States  law, 
a  description  that  does  not  render  a  claimed  invention  obvious  cannot 
sufficiently  describe  the  invention  for  the  purposes  of  the  written 
description  requirement  of  35  U.S.C.  112.  Eli  Lilly,  1 19  F.3d  at  1567,  43 
USPQ2d  at  1405. 

Compare  Fonar  Corp.  v.  General  Electric  Co.,  107  F.3d  1543,  1549, 
41  USPQ2d  1801,  1805  (Fed.  Cir.  1997)  ("As  a  general  rule,  where 
software  constitutes  part  of  a  best  mode  of  carrying  out  an  invention, 
description  of  such  a  best  mode  is  satisfied  by  a  disclosure  of  the 
functions  of  the  software.  This  is  because,  normally,  writing  code  for 
such  software  is  within  the  skill  of  the  art,  not  requiring  undue 
experimentation,  once  its  functions  have  been  disclosed.  *  *  *  Thus, 
flow  charts  or  source  code  listings  are  not  a  requirement  for  adequately 
disclosing  the  functions  of  software."). 

'5  See,  e.g.,  Fujikawa  v.  Wattanasin,  93  F3d  1559,  1571,  39  USPQ2d 
1895,  1905  (Fed.  Cir.  1996)  (a  "laundry  list"  disclosure  of  every 
possible  moiety  does  not  constitute  a  written  description  of  every 
species  in  a  genus  because  it  would  not  "reasonably  lead"  those  skilled 
in  the  art  to  any  particular  species);  In  re  Ruschig,  379  F.2d  990,  995, 
154  USPQ  118,  123  (CCPA  1967)  ("//n-propylamine  had  been  used  in 
making  the  compound  instead  of  n-butylamine,  the  compound  of  claim 
13  would  have  resulted.  Appellants  submit  to  us,  as  they  did  to  the 
board,  an  imaginary  specific  example  patterned  on  specific  example  6 
by  which  the  above  butyl  compound  is  made  so  that  we  can  see  what  a 
simple  change  would  have  resulted  in  a  specific  supporting  disclosure 
being  present  in  the  present  specification.  The  trouble  is  that  there  is  no 
such  disclosure,  easy  though  it  is  to  imagine  it.")  (emphasis  in  original); 
Purdue  Pharma  LP  v.  Faulding  Inc.,  230  F.3d  1320,  1328,  56  USPQ2d 
1481,  1487  (Fed.  Cir.  2000)  ("the  specification  does  not  cleariy  disclose 
to  the  skilled  artisan  that  the  inventors  *  *  *  considered  the  []  ratio  to 
be  part  of  their  invention  *  *  *.  There  is  therefore  no  force  to  Purdue's 
argument  that  the  written  description  requirement  was  satisfied  because 
the  disclosure  revealed  a  broad  invention  from  which  the  [later-filed] 
claims  carved  out  a  patentable  portion"). 

'^  35  U.S.C.  §§  132  and  251.  See  also  In  re  Rasmussen,  650  F2d 
1212,  1214.  211  USPQ  323,  326  (CCPA  1981).  See  Manual  of  Patent 
Examining  Procedure  (MPEP)  §§  2163.06-2163.07  (7th  Ed.,  Rev.  1, 
Feb.  2000)  for  a  more  detailed  discussion  of  the  written  description 
requirement  and  its  relationship  to  new  matter. 

'^  The  claims  as  filed  in  the  original  specification  are  part  of  the 
disclosure  and,  therefore,  if  an  application  as  originally  filed  contains  a 
claim  di.sclosing  material  not  found  in  the  remainder  of  the  specifica- 
tion, the  applicant  may  amend  the  specification  to  include  the  claimed 
subject  matter.  In  re  Benno,  768  F2d  1340,  226  USPQ  683  (Fed.  Cir. 
1985). 

'**  See,  e.g..  In  re  Lukach,  442  F2d  967,  169  USPQ  795  (CCPA  19 
71)  (subgenus  range  was  not  supported  by  generic  disclosure  and 
specific  example  within  the  subgenus  range);  In  re  Smith,  458  F.2d 
1389,  1395,  173  USPQ  679,  683  (CCPA  1972)  (a  subgenus  is  not 
necessarily  described  by  a  genus  encompassing  it  and  a  species  upon 
which  it  reads). 

'"  In  re  Oda,  443  F2d  1200,  170  USPQ  260  (CCPA  1971).  With 
respect  to  the  correction  of  sequencing  errors  in  applications  disclosing 
nucleic  acid  and/or  amino  acid  sequences,  it  is  well  known  that 
sequencing  errors  are  a  common  problem  in  molecular  biology.  See, 
e.g.,  Peter  Richterich,  Estimation  of  Errors  in  Raw'  DNA  Sequences:  A 
Validation  Study,  8  Genome  Research  251-59  (1998).  If  an  application 
as  filed  includes  sequence  information  and  references  a  deposit  of  the 
sequenced  material  made  in  accordance  with  the  requirements  of  37 
CFR  §  1.801  et  seq.,  amendment  may  be  permissible. 

■^**  Corrections  of  minor  errors  in  the  sequence  may  be  possible  based 
on  the  argument  that  one  of  skill  in  the  art  would  have  resequenced  the 
deposited  material  and  would  have  immediately  recognized  the  minor 
error.  Deposits  made  after  the  filing  date  can  only  be  relied  upon  to 
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provide  support  for  the  correction  of  sequence  information  if  applicant 
submits  a  statement  in  compliance  with  37  CFR  §  1.804  stating  that  the 
biological  material  which  is  deposited  is  a  biological  material  specifi- 
cally defined  in  the  application  as  filed. 

2'  See,  e.g..  Gentry  Gallery,  Inc.  v.  Berkline  Corp.,  134  F.3d  1473,  45 
USPQ2d  1498  (Fed.  Cir.  1998)  (claims  to  a  sectional  sofa  comprising, 
inter  alia,  a  console  and  a  control  means  were  held  invalid  for  failing  to 
satisfy  the  written  description  requirement  where  the  claims  were 
broadened  by  removing  the  location  of  the  control  means.);  Johnson 
Worldwide  Associates  v.  Zehco  Corp.,  175  F.3d  985,  993,  50  USPQ2d 
1607,  1613  (Fed.  Cir.  1999)  (In  Gentry^  Gallery,  the  "court's  determi- 
nation that  the  patent  disclosure  did  not  support  a  broad  meaning  for  the 
disputed  claim  terms  was  premised  on  clear  statements  in  the  written 
description  that  described  the  location  of  a  claim  element — the  'control 
means' — as  'the  only  possible  location'  and  that  variations  were 
'outside  the  stated  purpose  of  the  invention.'  Gentry  Gallery,  134  F.3d 
at  1479,  45  USPQ2d  at  1503.  Gentry  Gallery-,  then,  considers  the 
situation  where  the  patent's  disclosure  makes  crystal  clear  that  a 
particular  (i.e.,  narrow)  understanding  of  a  claim  term  is  an  'essential 
element  of  [the  inventor's]  invention."");  Tronzo  v.  Biomet,  156  F.3d  at 
1158-59,  47  USPQ2d  at  1833  (Fed.  Cir.  1998)  (claims  to  generic  cup 
shape  were  not  entitled  to  filing  date  of  parent  application  which 
disclosed  "conical  cup"  in  view  of  the  disclosure  of  the  parent 
application  stating  the  advantages  and  importance  of  the  conical 
.shape.). 

"  See  Gentry'  Gallery  134  F.3d  at  1480,  45  USPQ2d  at  1503:  In  re 
Sus,  306  F.2d  494,  504,  134  USPQ  301,  309  (CCPA  1962)  ("[0]ne 
skilled  in  this  art  would  not  be  taught  by  the  written  description  of  the 
invention  in  the  specification  that  any  'aryl  or  substituted  aryl  radical' 
would  be  suitable  for  the  purposes  of  the  invention  but  rather  that  only 
certain  aryl  radicals  and  certain  specifically  substituted  aryl  radicals 
[i.e.,  aryl  azides]  would  be  suitable  for  such  purpo.ses.")  (emphasis  in 
original).  A  claim  which  omits  matter  disclosed  to  be  essential  to  the 
invention  as  described  in  the  specification  or  in  other  statements  of 
record  may  also  be  subject  to  rejection  under  35  U.S.C.  112,^  1 ,  as  not 
enabling,  or  under  35  U.S.C,  1 1 2,  H  2.  See  In  re  Maxhew,  527  F.2d  1 229, 
188  USPQ  356  (CCPA  1976);  In  re  Venezia,  530  F.2d  956,  189  USPQ 
149  (CCPA  1976);  and  hi  re  Collier,  397  F.2d  1003,  158  USPQ  266 
(CCPA  1968).  See  also  MPEP  §  2172.01. 

''  See,  e.g..  Va.s-Cath,  Inc.,  935  F.2d  at  1563-64,  19  USPQ2d  at  11 17. 

'•*  Wertheim,  541  F.2d  at  262.  191  USPQ  at  96. 

2-'  See  MPEP  §§  714.02  and  2163.06  ("Applicant  should  *  *  * 
specifically  point  out  the  support  for  any  amendments  made  to  the 
disclosure.");  and  MPEP  §  2163.04  ("If  applicant  amends  the  claims 
and  points  out  where  and/or  how  the  originally  filed  disclosure  supports 
the  amendment(s),  and  the  examiner  finds  that  the  disclosure  does  not 
reasonably  convey  that  the  inventor  had  possession  of  the  subject  matter 
of  the  amendment  at  the  time  of  the  filing  of  the  application,  the 
examiner  has  the  initial  burden  of  presenting  evidence  or  reasoning  to 
explain  why  persons  skilled  in  the  art  would  not  recognize  in  the 
disclosure  a  description  of  the  invention  defined  by  the  claims.""). 

^^  See  In  re  Smith,  458  K2d  1389,  1395,  173  USPQ  679,  683  (CCPA 
1972)  ("Precisely  how  close  [to  the  claimed  invention]  the  description 
must  come  to  comply  with  §  112  must  be  left  to  case-by-case 
development.");  In  re  Wertheim,  541  F.2d  at  262,  191  USPQ  at  96 
(inquiry  is  primarily  factual  and  depends  on  the  nature  of  the  invention 
and  the  amount  of  knowledge  imparted  to  those  skilled  in  the  art  by  the 
disclosure). 

2^  See,  e.g..  In  re  Morris,  127  F3d  1048,  1053-54,  44  USPQ2d  1023, 
1027  (Fed.  Cir.  1997). 

~^  "Preamble  language"'  is  that  language  in  a  claim  appearing  before 
the  transitional  phase,  e.g.,  before  "comprising,""  "consisting  essentially 
of,"  or  "consisting  of." 

^'^  The  transitional  term  "comprising""  (and  other  comparable  terms. 
e.g.,  "containing,'"  "including,"'  and  "having"")  is  "open-ended — it  cov- 
ers the  expressly  recited  subject  matter,  alone  or  in  combination  with 
unrecited  subject  matter.  See,  e.g.,  Genentech.  Inc.  v.  Chiron  Corp.,  112 
F3d  495,  501,  42  USPQ2d  1608,  1613  (Fed.  Cir.  1997)  ("'Comprising' 
is  a  term  of  art  used  in  claim  language  which  means  that  the  named 
elements  are  essential,  but  other  elements  may  be  added  and  still  form 
a  construct  within  the  scope  of  the  claim.");  Ex  parte  Davis,  80  USPQ 
448,  450  (Bd.  App.  1948)  ("comprising"  leaves  the  "claim  open  for  the 
inclusion  of  unspecified  ingredients  even  in  major  amounts").  "By  using 
the  term  'consisting  essentially  of,"  the  drafter  signals  that  the  invention 
necessarily  includes  the  listed  ingredients  and  is  open  to  unlisted 
ingredients  that  do  not  materially  affect  the  basic  and  novel  properties 
of  the  invention.  A  'consisting  essentially  of  claim  occupies  a  middle 
ground  between  closed  claims  that  are  written  in  a  'consisting  of" 
format  and  fully  open  claims  that  are  drafted  in  a  'comprising"  format.'" 
PPG  Industries  v.  Guardian  Industries,  156  F3d  1351,  1354,  48 
USPQ2d  1351,  1353-54  (Fed.  Cir.  1998).  For  the  purposes  of  searching 
for  and  applying  prior  art  under  35  U.S.C.  102  and  103,  absent  a  clear 
indication  in  the  specification  or  claims  of  what  the  basic  and  novel 
characteristics  actually  are.  'consisting  essentially  of"  will  be  construed 


as  equivalent  to  "comprising."  See.  e.g.,  PPG.  156  F.3d  at  1355,  48 
USPQ2d  at  1355  ("PPG  could  have  defined  the  scope  of  the  phrase 
"consisting  essentially  of  for  purposes  of  its  patent  by  making  clear  in 
its  specification  what  it  regarded  as  constituting  a  material  change  in  the 
basic  and  novel  characteristics  of  the  invention.").  See  also  In  re 
Janakirama-Rao,  317  R2d  951,  954,  137  USPQ  893,  895-96  (CCPA 
1963).  If  an  applicant  contends  that  additional  steps  or  materials  in  the 
prior  art  are  excluded  by  the  recitation  of  "consisting  essentially  of," 
applicant  has  the  burden  of  showing  that  the  introduction  of  additional 
steps  or  components  would  materially  change  the  characteristics  of 
applicant's  invention.  In  re  De  Lajarte,  337  F.2d  870,  143  USPQ  256 
(CCPA  1964). 

^°  See  Pac-Tec  Inc.  v.  Amerace  Corp.,  903  E2d  796,  801,  14  USPQ2d 
1871,  1876  (Fed.  Cir.  1990)  (determining  that  preamble  language  that 
constitutes  a  structural  limitation  is  actually  part  of  the  claimed 
invention). 

"*'  An  applicant  shows  possession  of  the  claimed  invention  by 
describing  the  claimed  invention  with  all  of  its  limitations.  Locknood, 
107  E3d  at  1572,  41  USPQ2d  at  1966. 

■'^  See,  e.g..  Bell  Communications  Research.  Inc.  v.  Vitalink  Commu- 
nications Corp.,  55  E3d  615,  620.  34  USPQ2d  1816,  1820  (Fed.  Cir. 
1995)  ("[A]  claim  preamble  has  the  import  that  the  claim  as  a  whole 
suggests  for  it.");  Corning  Glass  Works  v.  Sumitomo  Elec.  U.S.A.,  Inc., 
868  E2d  1251,  1257.  9  USPQ2d  1962,  1966  (Fed.  Cir.  1989)  (The 
determination  of  whether  preamble  recitations  are  structural  limitations 
can  be  resolved  only  on  review  of  the  entirety  of  the  application  "to  gain 
an  understanding  of  what  the  inventors  actually  invented  and  intended 
to  encompass  by  the  claim."). 

^^  An  element  may  be  critical  where  those  of  skill  in  the  art  would 
require  it  to  determine  that  applicant  was  in  possession  of  the  invention. 
Compare  Ra.smussen,  650  E2d  at  1215,  21 1  USPQ  at  327  ("one  skilled 
in  the  art  who  read  Rasmussen's  specification  would  understand  that  it 
is  unimportant  how  the  layers  are  adhered,  so  long  as  they  are  adhered") 
(emphasis  in  original),  with  Amgen.  Inc.  v.  Chugai  Pharmaceutical  Co., 
Ltd.,  927  E2d  1200,  1206,  18  USPQ2d  1016,  1021  (Fed.  Cir.  1991)  ("it 
is  well  established  in  our  law  that  conception  of  a  chemical  compound 
requires  that  the  inventor  be  able  to  define  it  so  as  to  distinguish  it  from 
other  materials,  and  to  describe  how  to  obtain  it"). 

^'^  See.  e.g.,  Wang  Ubs.  v.  Toshiba  Corp.,  993  E2d  858,  865,  26 
USPQ2d  1767,  1774  (Fed.  Cir.  1993). 

'''^  See,  e.g..  Hvbritech,  Inc.  v.  Monoclonal  Antibodies.  Inc.,  802  F.2d 
1367,  1379-80,  231  USPQ  81,  90  (Fed.  Cir.  1986). 

^^  See,  e.g..  Purdue  Pharma  LP  v.  Faulding  Inc.,  230  E3d  1320, 

,  56  USPQ2d  1481.  1483  (Fed.  Cir.  2000)  (the  written  description 

"inquiry  is  a  factual  one  and  must  be  assessed  on  a  case-by-case  basis"); 
.see  also  P faff  v.  Wells  Electronics,  Inc.,  55  U.S.  at  66,  1 19  S.Ct.  at  31 1, 
48  USPQ2d  at  1646  ("The  word  'invention'  must  refer  to  a  concept  that 
is  complete,  rather  than  merely  one  that  is  'substantially  complete.'  It  is 
true  that  reduction  to  practice  ordinarily  provides  the  best  evidence  that 
an  invention  is  complete.  But  just  because  reduction  to  practice  is 
sufficient  evidence  of  completion,  it  does  not  follow  that  proof  of 
reduction  to  practice  is  necessary  in  every  case.  Indeed,  both  the  facts 
of  the  Telephone  Cases  and  the  facts  of  this  case  demonstrate  that  one 
can  prove  that  an  invention  is  complete  and  ready  for  patenting  before 
it  has  actually  been  reduced  to  practice."). 

"  Cooper  V.  Goldfarb.  154  E3d  1321.  1327.47  USPQ2d  1896.  1901 
(Fed.  Cir.  1998).  See  also  UMC  Elecs.  Co.  v.  United  States,  816  E2d 
647,  652,  2  USPQ2d  1465.  1468  (Fed.  Cir.  1987)  ("[Tlhere  cannot  be 
a  reduction  to  practice  of  the  invention  *  *  *  without  a  physical 
embodiment  which  includes  all  limitations  of  the  claim.");  Estee  Lauder 
Inc.  V.  LOreal,  S.A..  129  ¥.M  588.  593,  44  USPQ2d  1610,  1614  (Fed. 
Cir.  1997)  ("[A]  reduction  to  practice  does  not  occur  until  the  inventor 
has  detennined  that  the  invention  will  work  for  its  intended  puipose."); 
Mahurkar  v.  C.R.  Bard.  Inc..  79  E3d  1572,  1578,  38  USPQ2d  1288, 
1291  (Fed.  Cir.  1996)  (determining  that  the  invention  will  work  for  its 
intended  purpose  may  require  testing  depending  on  the  character  of  the 
invention  and  the  problem  it  solves). 

^^  37  CFR  1.804,  1.809.  See  also  endnote  6. 

^'^  See,  e.g.,  Vas-Cath,  935  E2d  at  1565,  19  USPQ2d  at  1118 
("drawings  alone  may  provide  a  'written  description'  of  an  invention  as 
required  by  §  112");  In  re  Wolfensperger,  302  E2d  950,  133  USPQ  537 
(CCPA  1962)  (the  drawings  of  applicant's  specification  provided 
sufficient  written  descriptive  support  for  the  claim  limitation  at  issue); 
Autogiro  Co.  of  America  v.  United  States,  384  E2d  391,  398,  155  USPQ 
697,  703  (Ct.  CI.  1967)  ("In  those  instances  where  a  visual  representa- 
tion can  flesh  out  words,  drawings  may  be  used  in  the  same  manner  and 
with  the  same  limitations  as  the  specification."). 

^"  See.  e.g.,  Eli  Lilly.  119  E3d  at  1568,  43  USPQ2d  at  1406  ("In 
claims  involving  chemical  materials,  generic  formulae  usually  indicate 
with  specificity  what  the  generic  claims  encompass.  One  skilled  in  the 
art  can  distinguish  such  a  formula  from  others  and  can  identify  many  of 
the  species  that  the  claims  encompass.  Accordingly,  such  a  formula  is 
normally  an  adequate  description  of  the  claimed  genus."). 
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"*'  See  Hyhritech  v.  Monoclonal  Antibodies,  802  F.2d  at  1384.  231 
USPQ  at  94;  Fonar  Corp.  v.  General  Electric  Co.,  107  F.3d  at  1549.  41 
USPQ2d  at  1805  (source  code  description  not  required). 

■*"  For  example,  the  presence  of  a  restriction  enzyme  map  of  a  gene 
may  be  relevant  to  a  statement  that  the  gene  has  been  isolated.  One 
skilled  in  the  art  may  be  able  to  determine  when  the  gene  disclosed  is 
the  same  as  or  different  from  a  gene  isolated  by  another  by  comparing 
the  restriction  enzyme  map.  In  contrast,  evidence  that  the  gene  could  be 
digested  with  a  nuclease  would  not  normally  represent  a  relevant 
characteristic  since  any  gene  would  be  digested  with  a  nuclease. 
Similariy,  isolation  of  an  niRNA  and  its  expression  to  produce  the 
protein  of  interest  is  strong  e\  idence  of  possession  of  an  mRNA  for  the 
protein. 

For  some  biomolecules,  examples  of  identifying  characteristics 
include  a  sequence,  structure,  binding  affinity,  binding  specificity, 
molecular  weight,  and  length.  Although  structural  fonnulas  provide  a 
convenient  method  of  demonstrating  possession  of  specific  molecules, 
other  identifying  characteristics  or  combinations  of  characteristics  may 
demonstrate  the  requisite  possession.  For  example,  unique  cleavage  by 
particular  enzymes,  isoelectric  points  of  fragments,  detailed  restriction 
enzyme  maps,  a  comparison  of  enzymatic  activities,  or  antibody 
cross-reactivity  may  be  sufficient  to  show  possession  of  the  claimed 
invention  to  one  of  skill  in  the  art.  See  Lockv^'ood,  107  F.3d  at  1572,  41 
USPQ2d  at  1966  ("written  description"  requirement  may  be  satisfied  by 
using  "such  descriptive  means  as  words,  structures,  figures,  diagrams, 
formulas,  etc.,  that  fully  set  forth  the  claimed  invention"). 

'^^  A  definition  by  function  alone  "does  not  suffice"  to  sufficiently 
describe  a  coding  sequence  "because  it  is  only  an  indication  of  what  the 
gene  does,  rather  than  what  it  is."  Eli  Lilly,  1 1 9  F.3  at  1 568, 43  USPQ2d 
at  1406.  See  also  Fiers,  984  F.2d  at  1169-71,  25  USPQ2d  at  1605-06 
(discussing  Amgen  Inc.  v.  Chugai  Pharmaceutical  Co.,  927  F.2d  1200, 
18  USPQ2d  1016  (Fed.  Cir.  1991)). 

"'^  If  a  claim  limitation  invokes  35  U.S.C.  112,  ^  6,  it  must  be 
interpreted  to  cover  the  corresponding  structure,  materials,  or  acts  in  the 
specification  and  "equivalents  thereof."  See  35  U.S.C.  1 12,  ^  6.  See  also 
B.  Braun  Medical.  Inc.  v.  Abbott  Lab.,  124  F.3d  1419,  1424,  43  USPQ2d 
1896,  1899  (Fed.  Cir.  1997).  In  considering  whether  there  is  35  U.S.C. 
112,  ^  1,  support  for  a  means-  (or  step)  plus-function  claim  limitation, 
the  examiner  must  consider  not  only  the  original  disclosure  contained  in 
the  summary  and  detailed  description  of  the  invention  portions  of  the 
specification,  but  also  the  original  claims,  abstract,  and  drawings.  A 
means-  (or  step-)  plus-function  claim  limitation  is  adequately  described 
under  35  U.S.C.  1 12,  II  1,  if;  ( 1)  The  written  description  adequately  links 
or  associates  adequately  described  particular  structure,  material,  or  acts 
to  the  function  recited  in  a  means-  (or  step-)  plus-function  claim 
limitation;  or  (2)  it  is  clear  based  on  the  facts  of  the  application  that  one 
skilled  in  the  art  would  have  known  what  structure,  material,  or  acts 
perform  the  function  recited  in  a  means-  (or  step-)  plus-  function 
limitation.  Note  also;  A  rejection  under  35  U.S.C.  112,  \  2,  "cannot 
stand  where  there  is  adequate  description  in  the  specification  to  satisfy 
35  U.S.C.  112,  first  paragraph,  regarding  means-plus-function  recita- 
tions that  are  not,  per  se,  challenged  for  being  unclear."  In  re  Noll,  545 
F2d  141,  149,  191  USPQ  721.  727  (CCPA  1976).  See  Supplemental 
Examination  Guidelines  for  Determining  the  Applicability  of  35  U.S.C. 
112,  f  6,  65  FR  38510,  June  21,  2000. 

'*^  See  Hybritech  Inc.  v.  Monoclonal  Antibodies,  Inc.,  802  F.2d  at 
1384,  231  USPQ  at  94. 

^  See.  e.g..  Vas-Cath,  935  F.2d  at  1563,  19  USPQ2d  at  1 1 16;  Martin 
V.  Johnson,  454  F2d  746,  751,  172  USPQ  391,  395  (CCPA  1972) 
(stating  "the  description  need  not  be  in  ipsis  verbis  [i.e.,  "in  the  same 
words"]  to  be  sufficient"). 

'*^  A  claim  which  is  limited  to  a  single  disclosed  embodiment  or 
species  is  analyzed  as  a  claim  drawn  to  a  single  embodiment  or  species, 
whereas  a  claim  which  encompasses  two  or  more  embodiments  or 
species  within  the  scope  of  the  claim  is  analyzed  as  a  claim  drawn  to  a 
genus.  See  also  MPEP  §  806.04(e). 

'^^  35  U.S.C.  112,  ^  1.  Cf  Fields  v.  Conover,  443  F2d  1386,  1392, 
170  USPQ  276,  280  (CCPA  1971)  (finding  a  lack  of  written  description 
because  the  specification  lacked  the  "full,  clear,  concise,  and  exact 
written  description"  which  is  necessary  to  support  the  claimed  inven- 
tion). 

'^'*  For  example,  if  the  art  has  established  a  strong  correlation  between 
structure  and  function,  one  skilled  in  the  art  would  be  able  to  predict 
with  a  reasonable  degree  of  confidence  the  structure  of  the  claimed 
invention  from  a  recitation  of  its  function.  Thus,  the  written  description 
requirement  may  be  satisfied  through  disclosure  of  function  and 
minimal  structure  when  there  is  a  well-established  correlation  between 
structure  and  function.  In  contrast,  without  such  a  correlation,  the 
capability  to  recognize  or  understand  the  structure  from  the  mere 
recitation  of  function  and  minimal  .structure  is  highly  unlikely.  In  this 
latter  case,  disclosure  of  function  alone  is  little  more  than  a  wish  for 
possession;  it  does  not  satisfy  the  written  description  requirement.  See 
Eli  Lilly,  119  F3d  at  1568,  43  USPQ2d  at  1406  (written  description 
requirement  not  satisfied  by  merely  providing  "a  result  that  one  might 


achieve  if  one  made  that  invention");  In  re  Wilder,  736  F.2d  1516,  1521, 
222  USPQ  369,  372-73  (Fed.  Cir.  1984)  (affirming  a  rejection  for  lack 
of  written  description  because  the  specification  does  "little  more  than 
outline  goals  appellants  hope  the  claimed  invention  achieves  and  the 
problems  the  invention  will  hopefully  ameliorate").  Compare  Fonar, 
107  F3d  at  1549.  41  USPQ2d  at  1805  (disclosure  of  software  function 
adequate  in  that  art). 

-''"  See  Eli  Lilly,  119  F3d  at  1568,  43  USPQ2d  at  1406. 

^'  See,  e.g..  In  re  Hayes  Microcomputer  Products,  Inc.  Patent 
Litigation,  982  F2d  1527,  1534-35,  25  USPQ2d  1241,  1246  (Fed.  Cir. 
1992)  ("One  skilled  in  the  art  would  know  how  to  program  a 
microprocessor  to  perform  the  necessary  steps  described  in  the  speci- 
fication. Thus,  an  inventor  is  not  required  to  describe  every  detail  of  his 
invention.  An  applicant's  disclosure  obligation  varies  according  to  the 
art  to  which  the  invention  pertains.  Disclosing  a  microprocessor  capable 
of  performing  certain  functions  is  sufficient  to  satisfy  the  requirement  of 
section  112,  first  paragraph,  when  one  skilled  in  the  relevant  art  would 
understand  what  is  intended  and  know  how  to  carry  it  out.") 

^~  See.  e.g.,  Fiers  v.  Revel,  984  F2d  at  1169,  25  USPQ2d  at  1605; 
Amgen.,  927  F.2d  at  1206,  18  USPQ2d  at  1021.  Where  the  process  has 
actually  been  used  to  produce  the  product,  the  written  description 
requirement  for  a  product-by-process  claim  is  clearly  satisfied;  how- 
ever, the  requirement  may  not  be  satisfied  where  it  is  not  clear  that  the 
acts  set  forth  in  the  specification  can  be  performed,  or  that  the  product 
is  produced  by  that  process. 

^3  See,  e.g..  Amgen,  927  F2d  at! 206,  18  USPQ2d  at  1021  ("A  gene 
is  a  chemical  compound,  albeit  a  complex  one,  and  it  is  well  established 
in  our  law  that  conception  of  a  chemical  compound  requires  that  the 
inventor  be  able  to  define  it  so  as  to  distinguish  it  from  other  materials, 
and  to  describe  how  to  obtain  it.  Conception  does  not  occur  unless  one 
has  a  mental  picture  of  the  structure  of  the  chemical,  or  is  able  to  define 
it  by  its  method  of  preparation,  its  physical  or  chemical  properties,  or 
whatever  characteristics  sufficiently  distinguish  it.  It  is  not  sufficient  to 
define  it  solely  by  its  principal  biological  property,  e.g.,  encoding 
human  erythropoietin,  because  an  alleged  conception  having  no  more 
specificity  than  that  is  simply  a  wish  to  know  the  identity  of  any 
material  with  that  biological  property.  We  hold  that  when  an  inventor  is 
unable  to  envision  the  detailed  constitution  of  a  gene  so  as  to  distinguish 
it  from  other  materials,  as  well  as  a  method  for  obtaining  it,  conception 
has  not  been  achieved  until  reduction  to  practice  has  occurred,  i.e.,  until 
after  the  gene  has  been  isolated.")  (citations  omitted).  In  such  instances 
the  alleged  conception  fails  not  merely  because  the  field  is  unpredict- 
able or  because  of  the  general  uncertainty  surrounding  experimental 
sciences,  but  because  the  conception  is  incomplete  due  to  factual 
uncertainty  that  undermines  the  specificity  of  the  inventor's  idea  of  the 
invention.  Burroughs  Wellcome  Co.  v.  Barr  Laboratories  Inc.,  40  F.3d 
1223,  1229,  32  USPQ2d  1915,  1920  (Fed.  Cir.  1994).  Reduction  to 
practice  in  effect  provides  the  only  evidence  to  corroborate  conception 
(and  therefore  possession)  of  the  invention.  Id. 

^"^  See  Eli  Lilly,  119  F.3d  at  1568,  43  USPQ2d  at  1406. 

5-^  See,  e.g.,  Rasmussen,  650  F.2d  at  1214,  211  USPQ  at  326-27 
(disclosure  of  a  single  method  of  adheringly  applying  one  layer  to 
another  was  sufficient  to  support  a  generic  claim  to  "adheringly 
applying"  because  one  skilled  in  the  art  reading  the  specification  would 
understand  that  it  is  unimportant  how  the  layers  are  adhered,  so  long  as 
they  are  adhered);  In  re  Herschler,  591  F2d  693,  697,  200  USPQ  711, 
714  (CCPA  1979)  (disclosure  of  corticosteriod  in  DMSO  sufficient  to 
support  claims  drawn  to  a  method  of  using  a  mixture  of  a  "physiologi- 
cally active  steroid"  and  DMSO  because  "use  of  known  chemical 
compounds  in  a  manner  auxiliary  to  the  invention  must  have  a 
corresponding  written  description  only  so  specific  as  to  lead  one  having 
ordinary  skill  in  the  art  to  that  class  of  compounds.  Occasionally,  a 
functional  recitation  of  those  known  compounds  in  the  specification 
may  be  sufficient  as  that  description.");  In  re  Smythe,  480  F.2d  1376, 
1383,  178  USPQ  279,  285  (CCPA  1973)  (the  phrase  "air  or  other  gas 
which  is  inert  to  the  liquid"  was  sufficient  to  support  a  claim  to  "inert 
fluid  media"  because  the  description  of  the  properties  and  functions  of 
the  air  or  other  gas  segmentizing  medium  would  suggest  to  a  person 
skilled  in  the  art  that  appellant's  invention  includes  the  use  of  "inert 
fluid"  broadly.).  However,  in  Tronzo  v.  Biomet,  156  F.3d  at  1159,  47 
USPQ2d  at  1833  (Fed.  Cir.  1998),  the  disclosure  of  a  species  in  the 
parent  application  did  not  suffice  to  provide  written  description  support 
for  the  genus  in  the  child  application. 

5^  See.  e.g..  Eli  Lilly. 

^^  For  example,  in  the  molecular  biology  arts,  if  an  applicant 
disclosed  an  amino  acid  sequence,  it  would  be  unnecessary  to  provide 
an  explicit  disclosure  of  nucleic  acid  sequences  that  encoded  the  amino 
acid  sequence.  Since  the  genetic  code  is  widely  known,  a  disclosure  of 
an  amino  acid  sequence  would  provide  sufficient  information  such  that 
one  would  accept  that  an  applicant  was  in  pos.session  of  the  full  genus 
of  nucleic  acids  encoding  a  given  amino  acid  sequence,  but  not 
necessarily  any  particular  species.  Cf.  In  re  Bell,  991  F.2d  781,  785,  26 
USPQ2d  1529,  1532  (Fed.  Cir.  1993)  and  In  re  Baird,  16  F3d  380,  382, 
29  USPQ2d  1550,  1552  (Fed.  Cir.  1994). 
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^^  See  Werrheim,  541  F.2d  at  263,  191  USPQ  at  97  ("[T]he  PTO  has 
the  initial  burden  of  presenting  evidence  or  reasons  why  persons  skilled 
in  the  art  would  not  recognize  in  the  disclosure  a  description  of  the 
invention  defined  by  the  claims."). 

5^  See  MPEP  §§  714.02  and  2163.06  ("Applicant  should  *  *  * 
specifically  point  out  the  support  for  any  amendments  made  to  the 
disclosure."). 

^"  See,  e.g.,  In  re  Wright,  866  F.2d  422,  425,  9  USPQ2d  1649,  1651 
(Fed.  Cir.  1989)  (Original  specification  for  method  of  forming  images 
using  photosensitive  microcapsules  which  describes  removal  of  micro- 
capsules from  surface  and  warns  that  capsules  not  be  disturbed  prior  to 
formation  of  image,  unequivocally  teaches  absence  of  permanently 
fixed  microcapsules  and  supports  amended  language  of  claims  requiring 
that  microcapsules  be  "not  permanently  fixed"  to  underlying  surface, 
and  therefore  meets  description  requirement  of  35  U.S.C.  112.). 

^'  See,  e.g..  In  re  Robins,  429  F2d  452,  456-57,  166  USPQ  552,  555 
(CCPA  1970)  ("[WJhere  no  explicit  description  of  a  generic  invention  is 
to  be  found  in  the  specification  *  *  *  mention  of  representative 
compounds  may  provide  an  implicit  description  upon  which  to  base 
generic  claim  language.");  In  re  Smith,  458  F.2d  1389,  1395,  173  USPQ 
679,  683  (CCPA  1972)  (a  subgenus  is  not  necessarily  implicitly 
described  by  a  genus  encompassing  it  and  a  species  upon  which  it 
reads). 

^2  See,  e.g.,  In  re  Robertson,  169  F3d  743,  745,  49  USPQ2d  1949, 
1950-51  (Fed.  Cir.  1999)  ("To  establish  inherency,  the  extrinsic  evi- 
dence "must  make  clear  that  the  missing  descriptive  matter  is  neces- 
sarily present  in  the  thing  described  in  the  reference,  and  that  it  would 
be  so  recognized  by  persons  of  ordinary  skill.  Inherency,  however,  may 
not  be  established  by  probabilities  or  possibilities.  The  mere  fact  that  a 
certain  thing  may  result  from  a  given  set  of  circumstances  is  not 
sufficient."")  (citations  omitted). 

^^  When  an  explicit  limitation  in  a  claim  "is  not  present  in  the  written 
description  whose  benefit  is  sought  it  must  be  shown  that  a  person  of 
ordinary  skill  would  have  understood,  at  the  time  the  patent  application 
was  filed,  that  the  description  requires  that  limitation."  Hyatt  v.  Boone. 
146  F.3d  1348,  1353,  47  USPQ2d  1128,  1131  (Fed.  Cir. 'l  998). 

^  See,  e.g.,  Johnson  Worldwide  Associates  Inc.  v.  Zebco  Corp.,  175 
F.3d  at  993,  50  USPQ2d  at  1613;  Gentry  Gallery,  Inc.  v.  Berkline  Corp., 
134  F.3d  at  1479,  45  USPQ2d  at  1503;  Tronzo  v.  Biomet,  156  F3d  at 
1159,47  USPQ2dat  1833. 

^^  See,  e.g..  In  re  Marzocchi,  439  F.2d  220,  224,  169  USPQ  367,  370 
(CCPA  1971). 

^^  Wertheim,  541  F.2d  at  263,  191  USPQ  at  97. 

^^  See  Rasmus.sen,  650  F.2d  at  1214,  211  USPQ  at  326. 

^^  See  In  re  Alton,  76  F.3d  1 168,  1 176,  37  USPQ2d  1578,  1584  (Fed. 
Cir.  1996). 
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Utility  Examination  Guidelines 

AGENCY:  United  States  Patent  and  Trademark  Office,  Com- 
merce. 

ACTION:  Notice. 

SUMMARY:  The  United  States  Patent  and  Tradeinark  Office 
(USPTO)  is  publishing  a  revised  version  of  guidelines  to  be 
used  by  Office  personnel  in  their  review  of  patent  applications 
for  compliance  with  the  "utility"  requirement  of  35  U.S.C. 
101.  This  revision  supersedes  the  Revised  Interim  Utility 
Examination  Guidelines  that  were  published  at  64  FR  71440, 
Dec.  21,  1999;  1231  O.G.  136  (2000);  and  correction  at  65  FR 
3425,  Jan.  21,  2000;  1231  O.G.  67  (2000). 

DATES:  The  Guidelines  are  effective  as  of  January  5,  2001. 

FOR  FURTHER  INFORMATION  CONTACT:  Mark 
Nagumo  by  telephone  at  (703)  305-  8666,  by  facsimile  at  (703) 
305-9373,  by  electronic  mail  at  "mark.nagumo@uspto.gov,"  or 
by  mail  marked  to  his  attention  addressed  to  the  Office  of  the 
Solicitor,  Box  8,  Washington,  DC  20231;  or  Linda  Therkom  by 
telephone  at  (703)  305-9323,  by  facsimile  at  (703)  305-8825, 
by  electronic  mail  at  "linda.therkorn@uspto.gov,"  or  by  mail 
marked  to  her  attention  addressed  to  Box  Comments,  Com- 
missioner for  Patents,  Washington,  DC  20231. 


SUPPLEMENTARY  INFORMATION:  As  of  the  publica- 
tion date  of  this  notice,  these  Guidelines  will  be  used  by 
USPTO  personnel  in  their  review  of  patent  applications  for 
compliance  with  the  "utility"  requirement  of  35  U.S.C.  101. 
Because  these  Guidelines  only  govern  internal  practices,  they 
are  exempt  from  notice  and  comment  rulemaking  under  5 
U.S.C.  553(b)(A). 

I.  Discussion  of  Public  Comments 

The  Revised  Interim  Utility  Examination  Guidelines  pub- 
lished at  64  FR  71440,  Dec.  21,  1999;  1231  O.G.  136,  Feb.  29, 
2000,  with  a  correction  at  65  FR  3425,  Jan.  21,  2000;  1231 
O.G.  67,  Feb.  15,  2000,  requested  comments  from  the  public. 
Comments  were  received  from  35  individuals  and  17  organi- 
zations. The  written  comments  have  been  carefully  considered. 

Overview  of  Comments 

The  majority  of  comments  generally  approved  of  the  guide- 
lines and  several  expressly  stated  support  for  the  three  utility 
criteria  (specific,  substantial,  and  credible)  set  forth  in  the 
Guidelines.  A  few  comments  addressed  particular  concerns 
with  respect  to  the  coordinate  examiner  training  materials  that 
are  available  for  public  inspection  at  the  USPTO  website, 
www.uspto.gov.  The  comments  on  the  training  materials  will 
be  taken  under  advisement  in  the  revision  of  the  training 
materials.  Consequently,  those  comments  are  not  specifically 
addressed  below  because  they  do  not  impact  the  content  of  the 
Guidelines.  Comments  received  in  response  to  the  request  for 
comments  on  the  "Revised  Interim  Guidelines  for  Examination 
of  Patent  Applications  Under  the  35  U.S.C.  112,  ^1  'Written 
Description'  Requirement,"  64  FR  71427,  Dec.  21,  1999;  1231 
O.G.  123,  Feb.  29,  2000,  which  raised  issues  pertinent  to  the 
utility  requirement  are  also  addressed  below. 

Responses  to  Specific  Comments 

(1)  Comment:  Several  comments  state  that  while  inventions 
are  patentable,  discoveries  are  not  patentable.  According  to  the 
comments,  genes  are  discoveries  rather  than  inventions.  These 
comments  urge  the  USPTO  not  to  issue  patents  for  genes  on 
the  ground  that  genes  are  not  inventions.  Response:  The 
suggestion  is  not  adopted.  An  inventor  can  patent  a  discovery 
when  the  patent  application  satisfies  the  statutory  require- 
ments. The  U.S.  Constitution  uses  the  word  "discoveries" 
where  it  authorizes  Congress  to  promote  progress  made  by 
inventors.  The  pertinent  part  of  the  Constitution  is  Article  1, 
section  8,  clause  8,  which  reads:  "The  Congress  shall  have 


power 


To  promote  the  Progress  of  Science  and  useful 


Arts,  by  securing  for  limited  Times  to  Authors  and  Inventors 
the  exclusive  Right  to  their  respective  Writings  and  Discover- 
ies." 

When  Congress  enacted  the  patent  statutes,  it  specifically 
authorized  issuing  a  patent  to  a  person  who  "invents  or 
discovers"  a  new  and  useful  composition  of  matter,  among 
other  things.  The  pertinent  statute  is  35  U.S.C.  101,  which 
reads:  "Whoever  invents  or  discovers  any  new  and  useful 
process,  machine,  manufacture,  or  composition  of  matter,  or 
any  new  and  useful  improvement  thereof,  may  obtain  a  patent 
therefor,  subject  to  the  conditions  and  requirements  of  this 
title."  Thus,  an  inventor's  discovery  of  a  gene  can  be  the  basis 
for  a  patent  on  the  genetic  composition  isolated  from  its  natural 
state  and  processed  through  purifying  steps  that  separate  the 
gene  from  other  molecules  naturally  associated  with  it. 

If  a  patent  application  discloses  only  nucleic  acid  molecular 
structure  for  a  newly  discovered  gene,  and  no  utihty  for  the 
claimed  isolated  gene,  the  claimed  invention  is  not  patentable. 
But  when  the  inventor  also  discloses  how  to  use  the  purified 
gene  isolated  from  its  natural  state,  the  application  satisfies  the 
"utility"  requirement.  That  is,  where  the  application  discloses 
a  specific,  substantial,  and  credible  utility  for  the  claimed 
isolated  and  purified  gene,  the  isolated  and  purified  gene 
composition  may  be  patentable. 

(2)  Comment:  Several  comments  state  that  a  gene  is  not  a 
new  composition  of  matter  because  it  exists  in  nature,  and/or 
that  an  inventor  who  isolates  a  gene  does  not  actually  invent  or 
discover  a  patentable  composition  because  the  gene  exists  in 
nature.  These  comments  urge  the  USPTO  not  to  issue  patents 
for  genes  on  the  ground  that  genes  are  products  of  nature. 
Others  state  that  naturally  occurring  DNAs  are  part  of  our 
heritage  and  are  not  inventions.  Another  comment  expressed 
concern  that  a  person  whose  body  includes  a  patented  gene 
could  be  guilty  of  patent  infringement.  Response:  The  com- 
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ments  are  not  adopted.  A  patent  claim  directed  to  an  isolated 
and  purified  DNA  molecule  could  cover,  e.g.,  a  gene  excised 
from  a  natural  chromosome  or  a  synthesized  DNA  molecule. 
An  isolated  and  purified  DNA  molecule  that  has  the  same 
sequence  as  a  naturally  occurring  gene  is  eligible  for  a  patent 
because  (1)  an  excised  gene  is  ehgible  for  a  patent  as  a 
composition  of  matter  or  as  an  article  of  manufacture  because 
that  DNA  molecule  does  not  occur  in  that  isolated  form  in 
nature,  or  (2)  synthetic  DNA  preparations  are  eligible  for 
patents  because  their  purified  state  is  different  from  the 
naturally  occurring  compound. 

Patenting  compositions  or  compounds  isolated  from  nature 
follows  well-established  principles,  and  is  not  a  new  practice. 
For  example,  Louis  Pasteur  received  U.S.  Patent  141,072  in 
1873.  claiming  "[y]east.  free  from  organic  germs  of  disease,  as 
an  article  of  manufacture."  Another  example  is  an  early  patent 
for  adrenaline.  In  a  decision  finding  the  patent  valid,  the  court 
explained  that  compounds  isolated  from  nature  are  patentable: 
"even  if  it  were  merely  an  extracted  product  without  change, 
there  is  no  rule  that  such  products  are  not  patentable.  Takamine 
was  the  first  to  make  it  [adrenaline]  available  for  any  use  by 
removing  it  from  the  other  gland-tissue  in  which  it  was  found, 
and,  while  it  is  of  course  possible  logically  to  call  this  a 
purification  of  the  principle,  it  became  for  every  practical 
purpose  a  new  thing  commercially  and  therapeutically.  That 
was  a  good  sround  for  a  patent."  Parke-Davis  &  Co.  v.  H.  K. 
Mulford  Co7,  189  F.  95,  103  (S.D.N. Y.  1911)  (J.  Learned 
Hand). 

In  a  more  recent  case  dealing  with  the  prostaglandins  PGE^ 
and  PGE3.  extracted  from  human  or  animal  prostate  glands,  a 
patent  examiner  had  rejected  the  claims,  reasoning  that  "inas- 
much as  the  'claimed  compounds  are  naturally  occurring'  *  * 
*  they  therefore  "are  not  Inew'  within  the  connotation  of  the 
patent  statute.'"  In  re  Bergstrom,  All  F.2d  1394,  1397,  166 
USPQ  256,  259  (CCPA  1970).  The  Court  reversed  the  Patent 
Office  and  explained  the  error:  "what  appellants  claim — pure 
PGE2  and  PGE3 — is  not  'naturally  occurring.'  Those  com- 
pounds, as  far  as  the  record  establishes,  do  not  exist  in  nature 
in  pure  form,  and  appellants  have  neither  merely  discovered, 
nor  claimed  suflBciently  broadly  to  encompass,  what  has 
previously  existed  in  fact  in  nature's  storehouse,  albeit  un- 
known, or  what  has  previously  been  known  to  exist."  Id.  at 
1401,  166  USPQ  at  261-62.  Like  other  chemical  compounds, 
DNA  molecules  are  eligible  for  patents  when  isolated  from 
their  natural  state  and  purified  or  when  synthesized  in  a 
laboratory  from  chemical  starting  materials. 

A  patent  on  a  gene  covers  the  isolated  and  purified  gene  but 
does  not  cover  the  gene  as  it  occurs  in  nature.  Thus,  the 
concern  that  a  person  whose  body  "includes"  a  patented  gene 
could  infringe  the  patent  is  misfounded.  The  body  does  not 
contain  the  patented,  isolated  and  purified  gene  because  genes 
in  the  body  are  not  in  the  patented,  isolated  and  purified  form. 
When  the  patent  issued  for  purified  adrenaline  about  one 
hundred  years  ago,  people  did  not  infringe  the  patent  merely 
because  their  bodies  naturally  included  unpurified  adrenaline. 

(3)  Comment:  Several  comments  suggested  that  the  USPTO 
should  seek  guidance  from  Congress  as  to  whether  naturally 
occurring  genetic  sequences  are  patentable  subject  matter. 
Response:  The  suggestion  is  not  adopted.  Congress  adopted  the 
current  statute  defining  patentable  subject  matter  (35  U.S.C. 
101)  in  1952.  The  legislative  history  indicates  that  Congress 
intended  "anything  under  the  sun  that  is  made  by  man"  to  be 
eligible  for  patenting.  S.  Rep.  No.  1979,  82d  Cong.,  2d  Sess., 
5  (1952);  H.R.  Rep.  No.  1923,  82d  Cong.,  2d  Sess.,  6  (1952). 
The  Supreme  Court  interprets  the  statute  to  cover  a  "nonnatu- 
rally  occurring  manufacture  or  composition  of  matter — a 
product  of  human  ingenuity."  Diamond  v.  Chakrabarty,  AAl 
U.S.  303,  309,  206  USPQ  193,  197  (1980).  Thus,  the  intent  of 
Congress  with  regard  to  patent  eligibility  for  chemical  com- 
pounds has  already  been  determined:  DNA  compounds  having 
naturally  occurring  sequences  are  eligible  for  patenting  when 
isolated  from  their  natural  state  and  purified,  and  when  the 
application  meets  the  statutory  criteria  for  patentability.  The 
genetic  sequence  data  represented  by  strings  of  the  letters  A,  T, 
C  and  G  alone  is  raw,  fundamental  sequence  data,  i.e., 
nonfunctional  descriptive  information.  While  descriptive  se- 
quence information  alone  is  not  patentable  subject  matter,  a 
new  and  useful  purified  and  isolated  DNA  compound  de- 
scribed by  the  sequence  is  eligible  for  patenting,  subject  to 
satisfying  the  other  criteria  for  patentability. 

(4)  Comment:  Several  comments  state  that  patents  should 
not  issue  for  genes  because  the  sequence  of  the  human  genome 
is  at  the  core  of  what  it  means  to  be  human  and  no  person 
should  be  able  to  own/control  something  so  basic.  Other 


comments  stated  that  patents  should  be  for  marketable  inven- 
tions and  not  for  discoveries  in  nature.  Response:  The  com- 
ments are  not  adopted.  Patents  do  not  confer  ownership  of 
genes,  genetic  information,  or  sequences.  The  patent  system 
promotes  progress  by  securing  a  complete  disclosure  of  an 
invention  to  the  public,  in  exchange  for  the  inventor's  legal 
right  to  exclude  other  people  from  making,  using,  offering  for 
sale,  selling,  or  importing  the  composition  for  a  limited  time. 
That  is,  a  patent  owner  can  stop  infringing  activity  by  others 
for  a  limited  time. 

Discoveries  from  nature  have  led  to  marketable  inventions 
in  the  past,  but  assessing  the  marketability  of  an  invention  is 
not  pertinent  to  determining  if  an  invention  has  a  specific, 
substantial,  and  credible  use.  "[D]evelopment  of  a  product  to 
the  extent  that  it  is  presently  commercially  salable  in  the 
marketplace  is  not  required  to  establish  'usefulness'  within  the 
meaning  of  §  101."  In  re  Lunger,  503  F.2d  1380,  1393,  183 
USPQ  288,  298  (CCPA  1974).  Inventors  are  entitled  to  patents 
when  they  have  met  the  statutory  requirements  for  novelty, 
nonobviousness  and  usefulness,  and  their  patent  disclosure 
adequately  describes  the  invention  and  clearly  teaches  others 
how  to  make  and  use  the  invention.  The  utility  requirement,  as 
explained  by  the  courts,  only  requires  that  the  inventor  disclose 
a  practical  or  real  world  benefit  available  from  the  invention, 
i.e.,  a  specific,  substantial  and  credible  utility.  As  noted  in  a 
response  to  other  comments,  it  is  a  long  tradition  in  the  United 
States  that  discoveries  from  nature  which  are  transformed  into 
new  and  useful  products  are  eligible  for  patents. 

(5)  Comment:  Several  comments  state  that  the  Guidelines 
mean  that  anyone  who  discovers  a  gene  will  be  allowed  a 
broad  patent  covering  any  number  of  possible  applications 
even  though  those  uses  may  be  unattainable  and  unproven. 
Therefore,  according  to  these  comments,  gene  patents  should 
not  be  issued.  Response:  The  comment  is  not  adopted.  When  a 
patent  claiming  a  new  chemical  compound  issues,  the  patentee 
has  the  right  to  exclude  others  from  making,  using,  offering  for 
sale,  seUing,  or  importing  the  compound  for  a  limited  time. 
The  patentee  is  required  to  disclose  only  one  utility,  that  is, 
teach  others  how  to  use  the  invention  in  at  least  one  way.  The 
patentee  is  not  required  to  disclose  all  possible  uses,  but 
promoting  the  subsequent  discovery  of  other  uses  is  one  of  the 
benefits  of  the  patent  system.  When  patents  for  genes  are 
treated  the  same  as  for  other  chemicals,  progress  is  promoted 
because  the  original  inventor  has  the  possibility  to  recoup 
research  costs,  because  others  are  motivated  to  invent  around 
the  original  patent,  and  because  a  new  chemical  is  made 
available  as  a  basis  for  future  research.  Other  inventors  who 
develop  new  and  nonobvious  methods  of  using  the  patented 
compound  have  the  opportunity  to  patent  those  methods. 

(6)  Comment:  One  comment  suggests  that  the  USPTO 
should  not  allow  the  patenting  of  ESTs  because  it  is  contrary  to 
indigenous  law,  because  the  Supreme  Court's  Diamond  v. 
Chakrabarty  decision  was  a  bare  5-to-4  decision,  because  it 
would  violate  the  Thirteenth  Amendment  of  the  U.S.  Consti- 
tution, because  it  violates  the  novelty  requirement  of  the  patent 
laws,  because  it  will  exacerbate  tensions  between  indigenous 
peoples  and  western  academic/research  communities  and  be- 
cause it  will  undermine  indigenous  peoples"  own  research  and 
academic  institutions.  The  comment  urges  the  USPTO  to 
institute  a  moratorium  on  patenting  of  life  forms  and  natural 
processes.  Response:  The  comments  are  not  adopted.  Patents 
on  chemical  compounds  such  as  ESTs  do  not  implicate  the 
Thirteenth  Amendment.  The  USPTO  must  administer  the 
patent  statutes  as  the  Supreme  Court  interprets  them.  When 
Congress  enacted  §  101,  it  indicated  that  "anything  under  the 
sun  that  is  made  by  man"  is  subject  matter  for  a  patent.  S.  Rep. 
No.  1979,  82d  Cong.,  2d  Sess.,  5  (1952):  H.R.  Rep.  No.  1923, 
82d  Cong.,  2d  Sess.,  6  (1952).  The  Supreme  Court  has 
interpreted  §  101  many  times  without  overturning  it.  See,  e.g., 
Diamond  v.  Diehr,  450  U.S.  175,  209  USPQ  1  (1981) 
(discussing  cases  construing  section  101).  Under  United  States 
law,  a  patent  applicant  is  entitled  to  a  patent  when  an  invention 
meets  the  patentability  criteria  of  title  35.  Thus,  ESTs  which 
meet  the  criteria  for  utility,  novelty,  and  nonobviousness  are 
eligible  for  patenting  when  the  application  teaches  those  of 
skill  in  the  art  how  to  make  and  use  the  invention. 

(7)  Comment:  Several  comments  state  that  patents  should 
not  issue  for  genes  because  patents  on  genes  are  delaying 
medical  research  and  thus  there  is  no  societal  benefit  associ- 
ated with  gene  patents.  Others  state  that  granting  patents  on 
genes  at  any  stage  of  research  deprives  others  of  incentives  and 
the  ability  to  continue  exploratory  research  and  development. 
Some  comment  that  patentees  will  deny  access  to  genes  and 
our  property  (our  genes)  will  be  owned  by  others.  Response: 
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The  comments  are  not  adopted.  The  incentive  to  make  discov- 
eries and  inventions  is  generally  spurred,  not  inhibited,  by 
patents.  The  disclosure  of  genetic  inventions  provides  new 
opportunities  for  further  development.  The  patent  statutes 
provide  that  a  patent  must  be  granted  when  at  least  one 
specific,  substantial  and  credible  utility  has  been  disclosed,  and 
the  application  satisfies  the  other  statutory  requirements.  As 
long  as  one  specific,  substantial  and  credible  use  is  disclosed 
and  the  statutory  requirements  are  met,  the  USPTO  is  not 
authorized  to  withhold  the  patent  until  another,  or  better,  use  is 
discovered.  Other  researchers  may  discover  higher,  better  or 
more  practical  uses,  but  they  are  advantaged  by  the  starting 
point  that  the  original  disclosure  provides.  A  patent  grants 
exclusionary  rights  over  a  patented  composition  but  does  not 
grant  ownership  of  the  composition.  Patents  are  not  issued  on 
compositions  in  the  natural  environment  but  rather  on  isolated 
and  purified  compositions. 

(8)  Comment:  Several  comments  stated  that  DNA  should  be 
considered  unpatentable  because  a  DNA  sequence  by  itself  has 
little  utility.  Response:  A  DNA  sequence — i.e.,  the  sequence  of 
base  pairs  making  up  a  DNA  molecule — is  simply  one  of  the 
properties  of  a  DNA  molecule.  Like  any  descriptive  property, 
a  DNA  sequence  itself  is  not  patentable.  A  purified  DNA 
molecule  isolated  from  its  natural  environment,  on  the  other 
hand,  is  a  chemical  compound  and  is  patentable  if  all  the 
statutory  requirements  are  met.  An  isolated  and  purified  DNA 
molecule  may  meet  the  statutory  utility  requirement  if,  e.g.,  it 
can  be  used  to  produce  a  useful  protein  or  it  hybridizes  near 
and  serves  as  a  marker  for  a  disease  gene.  Therefore,  a  DNA 
molecule  is  not  per  se  unpatentable  for  lack  of  utility,  and  each 
application  claim  must  be  examined  on  its  own  facts. 

(9)  Comment:  One  comment  states  that  the  disclosure  of  a 
DNA  sequence  has  inherent  value  and  that  possible  uses  for  the 
DNA  appear  endless,  even  if  no  single  use  has  been  worked 
out.  According  to  the  comment,  the  "basic  social  contract  of 
the  patent  deal"  requires  that  such  a  discovery  should  be 
patentable,  and  that  patenting  should  be  "value-blind."  Re- 
sponse: The  comment  is  not  adopted.  The  Supreme  Court  did 
not  find  a  similar  argument  persuasive  in  Brenner  v.  Manson, 
383  U.S.  519  (1966).  The  courts  interpret  the  statutory  term 
"useful"  to  require  disclosure  of  at  least  one  available  practical 
benefit  to  the  public.  The  Guidelines  reflect  this  determination 
by  requiring  the  disclosure  of  at  least  one  specific,  substantial, 
and  credible  utility.  If  no  such  utility  is  disclosed  or  readily 
apparent  from  an  application,  the  Office  should  reject  the 
claim.  The  applicant  may  rebut  the  Office  position  by  showing 
that  the  invention  does  have  a  specific,  substantial,  and 
credible  utility  that  would  have  been  recognized  by  one  of  skill 
in  the  art  at  the  time  the  application  was  filed. 

(10)  Comment:  Several  comments  stated  that  the  scope  of 
patent  claims  directed  to  DNA  should  be  limited  to  applica- 
tions or  methods  of  using  DNA,  and  should  not  be  allowed  to 
encompass  the  DNA  itself.  Response:  The  comment  is  not 
adopted.  Patentable  subject  matter  includes  both  "process[es]" 
and  "composition [s]  of  matter."  35  U.S.C.  101.  Patent  law 
provides  no  basis  for  treating  DNA  differently  from  other 
chemical  compounds  that  are  compositions  of  matter.  If  a 
patent  application  claims  a  composition  of  matter  comprising 
DNA,  and  the  claims  meet  all  the  statutory  requirements  of 
patentability,  there  is  no  legal  basis  for  rejecting  the  applica- 
tion. 

(11)  Comment:  Several  comments  stated  that  DNA  patent 
claim  scope  should  be  limited  to  uses  that  are  disclosed  in  the 
patent  application  and  that  allowing  patent  claims  that  encom- 
pass DNA  itself  would  enable  the  inventor  to  assert  claims  to 
"speculative"  uses  of  the  DNA  that  were  not  foreseen  at  the 
time  the  patent  application  was  filed.  Response:  The  comment 
is  not  adopted.  A  patent  on  a  composition  gives  exclusive  rights 
to  the  composition  for  a  limited  time,  even  if  the  inventor 
disclosed  only  a  single  use  for  the  composition.  Thus,  a  patent 
granted  on  an  isolated  and  purified  DNA  composition  confers 
the  right  to  exclude  others  from  any  method  of  using  that  DNA 
composition,  for  up  to  20  years  from  the  filing  date.  This  result 
flows  from  the  language  of  the  statute  itself.  When  the  utility 
requirement  and  other  requirements  are  satisfied  by  the  appli- 
cation, a  patent  granted  provides  a  patentee  with  the  right  to 
exclude  others  from,  inter  alia,  "using"  the  patented  compo- 
sition of  matter.  See  35  U.S.C.  154.  Where  a  new  use  is 
discovered  for  a  patented  DNA  composition,  that  new  use  may 
qualify  for  its  own  process  patent,  notwithstanding  that  the 
DNA  composition  itself  is  patented. 

By  statute,  a  patent  is  required  to  disclose  one  practical 
utility.  If  a  well-established  utility  is  readily  apparent,  the 
disclosure  is  deemed  to  be  implicit.  If  an  application  fails  to 


disclose  one  specific,  substantial,  and  credible  utility,  and  the 
examiner  discerns  no  well-established  utiUty,  the  examiner  will 
reject  the  claim  under  section  101.  The  rejection  shifts  the 
burden  to  the  applicant  to  show  that  the  examiner  erred,  or  that 
a  well-established  utility  would  have  been  readily  apparent  to 
one  of  skill  in  the  art.  The  applicant  cannot  rebut  the  rejection 
by  relying  on  a  utility  that  would  not  have  been  readily 
apparent  at  the  time  the  application  was  filed.  See,  e.g.,  In  re 
Wright,  999  F.2d  1557,  1562-63,  27  USPQ2d  1510,  1514  (Fed. 
Cir.  1993)  ("developments  occurring  after  the  filing  date  of  an 
application  are  of  no  significance  regarding  what  one  skilled  in 
the  art  believed  as  of  the  filing  date"). 

(12)  Comment:  Several  comments  stated  that  DNA  should 
be  freely  available  for  research.  Some  of  these  comments 
suggested  that  patents  are  not  necessary  to  encourage  addi- 
tional discovery  and  sequencing  of  genes.  Some  comments 
suggested  that  patenting  of  DNA  inhibits  biomedical  research 
by  allowing  a  single  person  or  company  to  control  use  of  the 
claimed  DNA.  Another  comment  expressed  concern  that  pat- 
enting ESTs  will  impede  complete  characterization  of  genes 
and  delay  or  restrict  exploration  of  genetic  materials  for  the 
public  good.  Response:  The  scope  of  subject  matter  that  is 
eligible  for  a  patent,  the  requirements  that  must  be  met  in  order 
to  be  granted  a  patent,  and  the  legal  rights  that  are  conveyed  by 
an  issued  patent,  are  all  controlled  by  statutes  which  the 
USPTO  must  administer.  "Whoever  invents  or  discovers  any 
new  and  useful  *  *  *  composition  of  matter  *  *  *  may  obtain 
a  patent  therefor."  35  U.S.C.  101.  Congress  creates  the  law  and 
the  Federal  judiciary  interprets  the  law.  The  USPTO  must 
administer  the  laws  as  Congress  has  enacted  them  and  as  the 
Federal  courts  have  interpreted  them.  Current  law  provides  that 
when  the  statutory  patentability  requirements  are  met,  there  is 
no  basis  to  deny  patent  applications  claiming  DNA  composi- 
tions, or  to  limit  a  patent's  scope  in  order  to  allow  free  access 
to  the  use  of  the  invention  during  the  patent  term. 

(13)  Comment:  Several  comments  suggested  that  DNA 
sequences  should  be  considered  unpatentable  because  se- 
quencing DNA  has  become  so  routine  that  determining  the 
sequence  of  a  DNA  molecule  is  not  inventive.  Response:  The 
comments  are  not  adopted.  A  DNA  sequence  is  not  patentable 
because  a  sequence  is  merely  descriptive  information  about  a 
molecule.  An  isolated  and  purified  DNA  molecule  may  be 
patentable  because  a  molecule  is  a  "composition  of  matter," 
one  of  the  four  classes  of  invention  authorized  by  35  U.S.C. 
101.  A  DNA  molecule  must  be  nonobvious  in  order  to  be 
patentable.  Obviousness  does  not  depend  on  the  amount  of 
work  required  to  characterize  the  DNA  molecule.  See  35 
U.S.C.  103(a)  ("Patentabihty  shall  not  be  negatived  by  the 
manner  in  which  the  invention  was  made.").  As  the  nonobvi- 
ousness  requirement  has  been  interpreted  by  the  U.S.  Court  of 
Appeals  for  the  Federal  Circuit,  whether  a  claimed  DNA 
molecule  would  have  been  obvious  depends  on  whether  a 
molecule  having  the  particular  structure  of  the  DNA  would 
have  been  obvious  to  one  of  ordinary  skill  in  the  art  at  the  time 
the  invention  was  made.  See,  e.g.,  In  re  Deuel,  51  F.3d  1552, 
1559,  34  USPQ2d  1210,  1215  (Fed.  Cir.  1995)  ("[T]he 
existence  of  a  general  method  of  isolating  cDNA  or  DNA 
molecules  is  essentially  irrelevant  to  the  question  whether  the 
specific  molecules  themselves  would  have  been  obvious.");  see 
also,  In  re  Bell,  991  F.2d  781,  26  USPQ2d  1529  (Fed.  Cir. 
1993). 

(14)  Comment:  One  comment  suggested  that  genes  ought  to 
be  patentable  only  when  the  complete  sequence  of  the  gene  is 
disclosed  and  a  function  for  the  gene  product  has  been 
determined.  Response:  The  suggestion  is  not  adopted.  To 
obtain  a  patent  on  a  chemical  compound  such  as  DNA,  a  patent 
applicant  must  adequately  describe  the  compound  and  must 
disclose  how  to  make  and  use  the  compound.  35  U.S.C.  101, 
112.  "An  adequate  written  description  of  a  DNA  *  *  *  requires 
a  precise  definition,  such  as  by  structure,  formula,  chemical 
name,  or  physical  properties."  Univ.  of  California  v.  Eli  Lilly  & 
Co.,  119  F3d  1559,  1556,  43  USPQ2d  1398,  1404  (Fed.  Cir. 
1997)  (emphasis  added,  internal  quote  omitted).  Thus,  describ- 
ing the  complete  chemical  structure,  i.e.,  the  DNA  sequence,  is 
one  method  of  describing  a  DNA  molecule  but  it  is  not  the  only 
method.  In  addition,  the  utihty  of  a  claimed  DNA  does  not 
necessarily  depend  on  the  function  of  the  encoded  gene 
product.  A  claimed  DNA  may  have  a  specific  and  substantial 
utility  because,  e.g.,  it  hybridizes  near  a  disease-associated 
gene  or  it  has  a  gene-  regulating  activity. 

(15)  Comment:  One  comment  stated  that  the  specification 
should  "disclose  the  invention,"  including  why  the  invention 
works  and  how  it  was  developed.  Response:  The  comment  is 
not  adopted.  The  comment  is  directed  more  to  the  requirements 
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imposed  by  35  U.S.C.  112  than  to  those  of  35  U.S.C.  101.  To 
satisfy  the  enablement  requirement  of  35  U.S.C.  112,  ^  1,  an 
application  must  disclose  the  claimed  invention  in  sufficient 
detail  to  enable  a  person  of  ordinary  skill  in  the  art  to  make  and 
use  the  claimed  invention.  To  satisfy  the  written  description 
requirement  of  35  U.S.C.  112,  ^  1,  the  description  must  show 
that  the  applicant  was  in  possession  of  the  claimed  invention  at 
the  time  of  fiUng.  If  all  the  requirements  under  35  U.S.C.  112, 
^  1,  are  met,  there  is  no  statutory  basis  to  require  disclosure  of 
why  an  invention  works  or  how  it  was  developed.  "[I]t  is  not 
a  requirement  of  patentability  that  an  inventor  correctly  set 
forth,  or  even  know,  how  or  why  the  invention  works." 
Newman  v.  Quigg,  ^11  F.2d  1575,  1581,  11  USPQ2d  1340, 
1345  (Fed.  Cir.  1989). 

(16)  Comment:  One  conmient  suggested  that  patents  should 
"allow  for  others  to  learn  from  and  improve  the  invention." 
The  comment  suggested  that  claims  to  patented  plant  varieties 
should  not  prohibit  others  from  using  the  patented  plants  to 
develop  improved  varieties.  The  comment  also  stated  that  uses 
of  plants  in  speculative  manners  should  not  be  permitted. 
Response:  By  statute,  a  patent  provides  the  patentee  with  the 
right  to  exclude  others  from,  inter  alia,  making  and  using  the 
claimed  invention,  although  a  limited  research  exemption 
exists.  See  35  U.S.C.  163,  271(a),  (e).  These  statutory  provi- 
sions are  not  subject  to  revision  by  the  USPTO  and  are  not 
affected  by  these  Guidelines.  Where  a  plant  is  claimed  in  a 
utility  patent  application,  compliance  with  the  statutory  re- 
quirements for  utility  under  35  U.S.C.  101  only  requires  that  a 
claimed  invention  be  supported  by  at  least  one  specific, 
substantial  and  credible  utility.  It  is  somewhat  rare  for  aca- 
demic researchers  to  be  sued  by  commercial  patent  owners  for 
patent  infringement.  Most  inventions  are  made  available  to 
academic  researchers  on  very  favorable  licensing  terms,  which 
enable  them  to  continue  their  research. 

(17)  Comment:  Two  comments  suggested  that  although  the 
USPTO  has  made  a  step  in  the  right  direction  in  raising  the  bar 
in  the  Utility  Guidelines,  there  is  still  a  need  to  apply  stricter 
standards  for  utility.  Response:  The  USPTO  is  bound  by  35 
U.S.C.  101  and  the  case  law  interpreting  §  101.  The  Guidelines 
reflect  the  USPTO's  understanding  of  §  101. 

(18)  Comment:  Several  comments  addressed  specific  con- 
cerns about  the  examiner  training  materials.  Response:  The 
comments  received  with  respect  to  the  training  materials  will 
be  taken  under  advisement  as  the  Office  revises  the  training 
materials.  Except  for  comments  with  regard  to  whether  se- 
quence homology  is  sufficient  to  demonstrate  a  specific  and 
substantial  credible  utility,  specific  concerns  about  the  training 
materials  will  not  be  addressed  herein  as  they  will  not  impact 
the  language  of  the  guidelines. 

(19)  Comment:  Several  comments  suggested  that  the  use  of 
computer-  based  analysis  of  nucleic  acids  to  assign  a  function 
to  a  given  nucleic  acid  based  upon  homology  to  prior  art 
nucleic  acids  found  in  databases  is  highly  unpredictable  and 
cannot  form  a  basis  for  an  assignment  of  function  to  a 
putatively  encoded  protein.  These  comments  also  indicate  that 
even  in  instances  where  a  general  functional  assignment  may 
be  reasonable,  the  assignment  does  not  provide  information 
regarding  the  actual  biological  activity  of  an  encoded  protein 
and  therefore  patent  claims  drawn  to  such  nucleic  acids  should 
be  limited  to  method  of  use  claims  that  are  explicitly  supported 
by  the  as-filed  specification(s).  These  comments  also  state  that 
if  homology-based  utilities  are  acceptable,  then  the  nucleic 
acids,  and  proteins  encoded  thereby,  should  be  considered  as 
obvious  over  the  prior  art  nucleic  acids.  On  the  other  hand,  one 
comment  stated  that  homology  is  a  standard,  art-  accepted 
basis  for  predicting  utihty,  while  another  comment  stated  that 
any  level  of  homology  to  a  protein  with  known  utility  should 
be  accepted  as  indicative  of  utility.  Response:  The  suggestions 
to  adopt  a  per  se  rule  rejecting  homology-based  assertions  of 
utility  are  not  adopted.  An  applicant  is  entitled  to  a  patent  to  the 
subject  matter  claimed  unless  statutory  requirements  are  not 
met  (35  U.S.C.  101.  102,  103,  112).  When  the  USPTO  denies 
a  patent,  the  Office  must  set  forth  at  least  a  prima  facie  case  as 
to  why  an  applicant  has  not  met  the  statutory  requirements. 
The  inquiries  involved  in  assessing  utility  are  fact  dependent, 
and  the  determinations  must  be  made  on  the  basis  of  scientific 
evidence.  Reliance  on  the  commenters'  per  se  rule,  rather  than 
a  fact  dependent  inquiry,  is  impermissible  because  the  com- 
menters provide  no  scientific  evidence  that  homology-based 
assertions  of  utility  are  inherently  unbehevable  or  involve 
implausible  scientific  principles.  See,  e.g.,  In  re  Brana,  51  F.3d 
1560,  1566,  34  USPQ2d  1436,  1441  (Fed.  Cir.  1995)  (rejection 
of  claims  improper  where  claims  did  "not  suggest  an  inher- 
ently unbelievable  undertaking  or  involve  implausible  scien- 


tific principles'  and  where  "prior  art  *  *  *  discloses  structurally 
similar  compounds  to  those  claimed  by  the  applicants  which 
have  been  proven  *  *  *  to  be  effective"). 

A  patent  examiner  must  accept  a  utility  asserted  by  an 
applicant  unless  the  Office  has  evidence  or  sound  scientific 
reasoning  to  rebut  the  assertion.  The  examiner's  decision  must 
be  supported  by  a  preponderance  of  all  the  evidence  of  record. 
In  re  Oetiker,  977  F2d  1443,  1445,  24  USPQ2d  1443,  1444 
(Fed.  Cir.  1992).  More  specifically,  when  a  patent  apphcation 
claiming  a  nucleic  acid  asserts  a  specific,  substantial,  and 
credible  utility,  and  bases  the  assertion  upon  homology  to 
existing  nucleic  acids  or  proteins  having  an  accepted  utility,  the 
asserted  utility  must  be  accepted  by  the  examiner  unless  the 
Office  has  sufficient  evidence  or  sound  scientific  reasoning  to 
rebut  such  an  assertion.  "[A]  'rigorous  correlation'  need  not  be 
shown  in  order  to  establish  practical  utihty;  'reasonable 
correlation'  is  sufficient."  Fujikawa  v.  Wattanasin,  93  F.3d 
1559,  1565,  39  USPQ2d  1895,  1900  (Fed.  Cir.  1996).  The 
Office  will  take  into  account  both  the  nature  and  degree  of  the 
homology. 

When  a  class  of  proteins  is  defined  such  that  the  members 
share  a  specific,  substantial,  and  credible  utility,  the  reasonable 
assignment  of  a  new  protein  to  the  class  of  sufficiently 
conserved  proteins  would  impute  the  same  specific,  substan- 
tial, and  credible  utility  to  the  assigned  protein.  If  the  prepon- 
derance of  the  evidence  of  record,  or  of  sound  scientific 
reasoning,  casts  doubt  upon  such  an  asserted  utihty,  the 
examiner  should  reject  the  claim  for  lack  of  utility  under  35 
U.S.C.  101.  For  example,  where  a  class  of  proteins  is  defined 
by  common  structural  features,  but  evidence  shows  that  the 
members  of  the  class  do  not  share  a  specific,  substantial 
functional  attribute  or  utility,  despite  having  structural  features 
in  common,  membership  in  the  class  may  not  impute  a 
specific,  substantial,  and  credible  utility  to  a  new  member  of 
the  class.  When  there  is  a  reason  to  doubt  the  functional  protein 
assignment,  the  utility  examination  may  turn  to  whether  or  not 
the  asserted  protein  encoded  by  a  claimed  nucleic  acid  has  a 
well-  established  use.  If  there  is  a  well-estabhshed  utility  for 
the  protein  and  the  claimed  nucleic  acid,  the  claim  would  meet 
the  requirements  for  utility  under  35  U.S.C.  101.  If  not,  the 
burden  shifts  to  the  applicant  to  provide  evidence  supporting  a 
well-established  utility.  There  is  no  per  se  rule  regarding 
homology,  and  each  application  must  be  judged  on  its  own 
merits. 

The  comment  indicating  that  if  a  homology-based  utility 
could  meet  the  requirements  set  forth  under  35  U.S.C.  101, 
then  the  invention  would  have  been  obvious,  is  not  adopted. 
Assessing  nonobviousness  under  35  U.S.C.  103  is  separate 
from  analyzing  the  utility  requirements  under  35  U.S.C.  101. 
When  a  claim  to  a  nucleic  acid  supported  by  a  homology-based 
utility  meets  the  utility  requirement  of  section  101,  it  does  not 
follow  that  the  claimed  nucleic  acid  would  have  been  prima 
facie  obvious  over  the  nucleic  acids  to  which  it  is  homologous. 
"[SJection  103  requires  a  fact-intensive  comparison  of  the 
[claim]  with  the  prior  art  rather  than  the  mechanical  apphca- 
tion of  one  or  another /?er  se  rule."  In  re  Ochiai,  71  F.3d  1565, 
1571,  37  USPQ2d  1127,  1132  (Fed.  Cir.  1995).  Nonobvious- 
ness must  be  determined  according  to  the  analysis  in  Graham 
V.  John  Deere,  383  U.S.  1,  148  USPQ  459  (1966).  See  also,  In 
re  Dillon,  919  F2d  688,  692,  16  USPQ2d  1897,  1901  (Fed  Cir. 
1990)  (in  banc)  ("structural  similarity  between  claimed  and 
prior  art  subject  matter,  *  *  *  where  the  prior  art  gives  reason 
or  motivation  to  make  the  claimed  compositions,  creates  a 
prima  facie  case  of  obviousness")  (emphasis  added).  Where 
"the  prior  art  teaches  a  specific,  structurally-definable  com- 
pound []  the  question  becomes  whether  the  prior  art  would 
have  suggested  making  the  specific  molecular  modifications 
necessary  to  achieve  the  claimed  invention."  In  re  Deuel.  51 
F.3d  1552,  1558,  34  USPQ2d  1210,  1214  (Fed.  Cir.  1995). 

(20)  Comment:  Several  comments  indicated  that  in  situa- 
tions where  a  well-established  utility  is  relied  upon  for 
compliance  with  35  U.S.C.  101,  the  record  should  reflect  what 
that  utility  is.  One  comment  stated  that  the  record  should 
reflect  whether  the  examiner  accepted  an  asserted  utility  or 
relied  upon  a  well-established  utility  after  dismissing  all 
asserted  utilities.  Another  comment  stated  that  when  the 
examiner  relies  on  a  well-established  utility  not  explicitly 
asserted  by  the  applicant,  the  written  record  should  clearly 
identify  this  utility  and  the  rationale  for  considering  it  specific 
and  substantial.  Response:  The  comments  are  not  adopted. 
Only  one  specific,  substantial  and  credible  utihty  is  required  to 
satisfy  the  statutory  requirement.  Where  one  or  more  well- 
established  utilities  would  have  been  readily  apparent  to  those 
of  skill  in  the  art  at  the  time  of  the  invention,  an  applicant  may 
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rely  on  any  one  of  those  utilities  without  prejudice.  The  record 
of  any  issued  patent  typically  reflects  consideration  of  a 
number  of  references  in  the  prior  art  that  the  applicant  or  the 
examiner  considered  material  to  the  claimed  invention.  These 
references  often  indicate  uses  for  related  inventions,  and  any 
patents  listed  typically  disclose  utilities  for  related  inventions. 
Thus,  even  when  the  examiner  does  not  identify  a  well- 
established  utility,  the  record  as  a  whole  will  likely  disclose 
readily  apparent  utilities.  Just  as  the  examiner  without  com- 
ment may  accept  a  properly  asserted  utility,  there  is  no  need  for 
an  examiner  to  comment  on  the  existence  of  a  well-established 
utility.  However,  the  Guidelines  have  been  revised  to  clarify 
that  a  well-established  utility  is  a  specific,  substantial,  and 
credible  utility  that  must  be  readily  apparent  to  one  skilled  in 
the  art.  Most  often,  the  closest  prior  art  cited  and  applied  in  the 
course  of  examining  the  application  will  demonstrate  a  well- 
estabhshed  utility  for  the  invention. 

(21)  Comment:  Several  comments  stated  that  the  Guidelines 
erroneously  burden  the  examiner  with  proving  that  a  person  of 
skill  in  the  art  would  not  be  aware  of  a  well-established  utility. 
One  comment  states  that  this  requires  the  examiner  to  prove  a 
negative.  Another  comment  states  that  the  Guidelines  should 
direct  examiners  that  if  a  specific  utility  has  not  been  disclosed, 
the  applicant  should  be  required  to  identify  a  specific  utility. 
Response:  The  conaments  have  been  adopted  in  part.  The 
Guidelines  have  been  revised  to  indicate  that  where  the 
applicant  has  not  asserted  a  specific,  substantial,  and  credible 
utility,  and  the  examiner  does  not  perceive  a  well-established 
utility,  a  rejection  under  §  101  should  be  entered.  That  is,  if  a 
well-established  utility  is  not  readily  apparent  and  an  invention 
is  not  otherwise  supported  by  an  asserted  specific,  substantial, 
and  credible  utility,  the  burden  will  be  shifted  to  applicant  to 
show  either  that  the  specification  discloses  an  adequate  utility, 
or  to  show  that  a  well-established  utility  exists  for  the  claimed 
invention.  Again,  most  often  the  search  of  the  closest  prior  art 
will  reveal  whether  there  is  a  well-established  utility  for  the 
claimed  invention. 

(22)  Comment:  Several  comments  suggested  that  further 
clarification  was  required  with  regard  to  the  examiner's  deter- 
mination that  there  is  an  adequate  nexus  between  a  showing 
supporting  a  well-estabUshed  utility  and  the  application  as 
filed.  The  comments  indicated  that  the  meaning  of  this  "nexus" 
was  unclear.  Response:  The  Guidelines  have  been  modified  to 
reflect  that  evidence  provided  by  an  applicant  is  to  be  analyzed 
with  regard  to  a  concordance  between  the  showing  and  the  full 
scope  and  content  of  the  claimed  invention  as  disclosed  in  the 
application  as  filed.  In  situations  where  the  showing  provides 
adequate  evidence  that  the  claim  is  supported  by  at  least  one 
asserted  specific,  substantial,  and  credible  or  well-established 
utility,  the  rejections  under  35  U.S.C.  101  and  112,  first 
paragraph,  will  be  withdrawn.  However,  the  examiner  is 
instructed  to  consider  whether  or  not  the  specification,  in  light 
of  applicant's  showing,  is  enabled  for  the  use  of  the  full  scope 
of  the  claimed  invention.  Many  times  prior  patents  and  printed 
publications  provided  by  applicant  will  clearly  demonstrate 
that  a  well-established  utility  exists. 

(23)  Comment:  One  comment  states  that  the  Office  is  using 
an  improper  standard  in  assessing  "specific"  utility.  According 
to  the  comment,  a  distinction  between  "specific"  and  "general" 
utilities  is  an  overreaching  interpretation  of  the  specificity 
requirement  in  the  case  law  because  "unique"  or  "particular" 
utilities  have  never  been  required  by  the  law.  The  comment 
states  that  the  specificity  requirement  concerns  sufficiency  of 
disclosure,  i.e.,  teaching  how  to  make  and  use  a  claimed 
invention,  not  the  utility  requirement.  The  comment  states  that 
the  specificity  requirement  is  to  be  distinguished  from  the 
"substantial"  utility  requirement,  and  that  the  Brenner  v. 
Manson  decision  concerned  only  a  "substantial"  utility  issue, 
not  specificity.  Response:  The  comment  is  not  adopted.  The 
disclosure  of  only  a  general  utility  rather  than  a  particular 
utility  is  insufficient  to  meet  statutory  requirements.  Although 
the  specificity  requirement  is  relevant  to  §  112,  it  is  not 
severable  from  the  utility  requirement. 

[SJurely  Congress  intended  §  1 1 2  to  pre-suppose  full  satisfaction  of 
the  requirements  of  §  101.  Necessarily,  compliance  with  §  1 12  requires 
a  description  of  how  to  use  presently  useful  inventions,  otherwise  an 
applicant  would  anomalously  be  required  to  teach  how  to  use  a  useless 
invention.  As  this  court  stated  in  Diederich,  quoting  with  approval  from 
the  decision  of  the  board: 

'We  do  not  believe  that  it  was  the  intention  of  the  statutes  to  require 
the  Patent  Office,  the  courts,  or  the  public  to  play  the  sort  of  guessing 
game  that  might  be  involved  if  an  applicant  could  satisfy  the  require- 
ments  of  the   statutes   by   indicating   the   usefulness   of  a   claimed 


compound  in  terms  of  possible  use  so  general  as  to  be  meaningless  and 
then,  after  his  research  or  that  of  his  competitors  has  definitely 
ascertained  an  actual  use  for  the  compound,  adducing  evidence  intended 
to  show  that  a  particular  specific  use  would  have  been  obvious  to  men 
skilled  in  the  particular  art  to  which  this  use  relates.'  As  the  Supreme 
Court  said  in  Brenner  v.  Manson: 

'*  *  *  a  patent  is  not  a  hunting  license.  It  is  not  a  reward  for  the 
search,  but  compensation  for  its  successful  conclusion." 

In  re  Kirk.  376  F.2d  936,  942,  153  USPQ  48,  53  (CCPA 
1967)  (afiirming  rejections  under  §§101  and  112)  (emphasis  in 
original). 

II.  Guidelines  for  Examination  of  Applications  for  Compli- 
ance With  the  Utility  Requirement 

A.  Introduction 

The  following  Guidelines  establish  the  policies  and  proce- 
dures to  be  followed  by  Office  personnel  in  the  evaluation  of 
any  patent  apphcation  for  compliance  with  the  utility  require- 
ments of  35  U.S.C.  101  and  112.  These  Guidelines  have  been 
promulgated  to  assist  Office  personnel  in  their  review  of 
applications  for  compliance  with  the  utihty  requirement.  The 
Guidelines  do  not  alter  the  substantive  requirements  of  35 
U.S.C.  101  and  112,  nor  are  they  designed  to  obviate  the 
examiner's  review  of  applications  for  compliance  with  all 
other  statutory  requirements  for  patentability.  The  Guidelines 
do  not  constitute  substantive  rulemaking  and  hence  do  not 
have  the  force  and  effect  of  law.  Rejections  will  be  based  upon 
the  substantive  law,  and  it  is  these  rejections  which  are 
appealable.  Consequently,  any  perceived  failure  by  Office 
personnel  to  follow  these  Guidelines  is  neither  appealable  nor 
petitionable. 

B.  Examination  Guidelines  for  the  Utility  Requirement 

Office  personnel  are  to  adhere  to  the  following  procedures 
when  reviewing  patent  applications  for  compliance  with  the 
"useful  invention"  ("utility")  requirement  of  35  U.S.C.  101 
and  112,  first  paragraph. 

1.  Read  the  claims  and  the  supporting  written  description. 

(a)  Determine  what  the  applicant  has  claimed,  noting  any 
specific  embodiments  of  the  invention. 

(b)  Ensure  that  the  claims  define  statutory  subject  matter 
{i.e.,  a  process,  machine,  manufacture,  composition  of  matter, 
or  improvement  thereof). 

(c)  If  at  any  time  during  the  examination,  it  becomes  readily 
apparent  that  the  claimed  invention  has  a  well-established 
utility,  do  not  impose  a  rejection  based  on  lack  of  utility.  An 
invention  has  a  well-estabhshed  utility  (1)  if  a  person  of 
ordinary  skill  in  the  art  would  immediately  appreciate  why  the 
invention  is  useful  based  on  the  characteristics  of  the  invention 
(e.g.,  properties  or  applications  of  a  product  or  process),  and 
(2)  the  utility  is  specific,  substantial,  and  credible. 

2.  Review  the  claims  and  the  supporting  written  description 
to  determine  if  the  applicant  has  asserted  for  the  claimed 
invention  any  specific  and  substantial  utility  that  is  credible: 

(a)  If  the  applicant  has  asserted  that  the  claimed  invention  is 
useful  for  any  particular  practical  purpose  {i.e.,  it  has  a 
"specific  and  substantial  utility")  and  the  assertion  would  be 
considered  credible  by  a  person  of  ordinary  skill  in  the  art,  do 
not  impose  a  rejection  based  on  lack  of  utility. 

(1)  A  claimed  invention  must  have  a  specific  and  substantial 
utility.  This  requirement  excludes  "throw-away,"  "insubstan- 
tial," or  "nonspecific"  utilities,  such  as  the  use  of  a  complex 
invention  as  landfill,  as  a  way  of  satisfying  the  utility  require- 
ment of  35  U.S.C.  101. 

(2)  Credibility  is  assessed  from  the  perspective  of  one  of 
ordinary  skill  in  the  art  in  view  of  the  disclosure  and  any  other 
evidence  of  record  {e.g.,  test  data,  affidavits  or  declarations 
from  experts  in  the  art,  patents  or  printed  publications)  that  is 
probative  of  the  applicant's  assertions.  An  applicant  need  only 
provide  one  credible  assertion  of  specific  and  substantial  utility 
for  each  claimed  invention  to  satisfy  the  utility  requirement. 

(b)  If  no  assertion  of  specific  and  substantial  utility  for  the 
claimed  invention  made  by  the  applicant  is  credible,  and  the 
claimed  invention  does  not  have  a  readily  apparent  well- 
established  utility,  reject  the  claim(s)  under  §  101  on  the 
grounds  that  the  invention  as  claimed  lacks  utility.  Also  reject 
the  claims  under  §  112,  first  paragraph,  on  the  basis  that  the 
disclosure  fails  to  teach  how  to  use  the  invention  as  claimed. 
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The  §  112,  first  paragraph,  rejection  imposed  in  conjunction 
with  a  §  101  rejection  should  incorporate  by  reference  the 
grounds  of  the  corresponding  §  101  rejection. 

(c)  If  the  apphcant  has  not  asserted  any  specific  and 
substantial  utility  for  the  claimed  invention  and  it  does  not 
have  a  readily  apparent  well-established  utility,  impose  a 
rejection  under  §  101,  emphasizing  that  the  applicant  has  not 
disclosed  a  specific  and  substantial  utility  for  the  invention. 
Also  impose  a  separate  rejection  under  §  112,  first  paragraph, 
on  the  basis  that  the  apphcant  has  not  disclosed  how  to  use  the 
invention  due  to  the  lack  of  a  specific  and  substantial  utility. 
The  §§.  101  and  112  rejections  shift  the  burden  of  coming 
forward  with  evidence  to  the  applicant  to: 

(1)  Explicitly  identify  a  specific  and  substantial  utility  for 
the  claimed  invention;  and 

(2)  Provide  evidence  that  one  of  ordinary  skill  in  the  art 
would  have  recognized  that  the  identified  specific  and  substan- 
tial utility  was  well  established  at  the  time  of  filing.  The 
examiner  should  review  any  subsequently  submitted  evidence 
of  utility  using  the  criteria  outlined  above.  The  examiner 
should  also  ensure  that  there  is  an  adequate  nexus  between  the 
evidence  and  the  properties  of  the  now  claimed  subject  matter 
as  disclosed  in  the  application  as  filed.  That  is,  the  applicant 
has  the  burden  to  estabhsh  a  probative  relation  between  the 
submitted  evidence  and  the  originally  disclosed  properties  of 
the  claimed  invention. 

3.  Any  rejection  based  on  lack  of  utility  should  include  a 
detailed  explanation  why  the  claimed  invention  has  no  specific 
and  substantial  credible  utility.  Whenever  possible,  the  exam- 
iner should  provide  documentary  evidence  regardless  of  pub- 
lication date  {e.g..  scientific  or  technical  journals,  excerpts 
from  treatises  or  books,  or  U.S.  or  foreign  patents)  to  support 
the  factual  basis  for  the  prima  facie  showing  of  no  specific  and 
substantial  credible  utility.  If  documentary  evidence  is  not 
available,  the  examiner  should  specifically  explain  the  scien- 
tific basis  for  his  or  her  factual  conclusions. 

(a)  Where  the  asserted  utility  is  not  specific  or  substantial,  a 
prima  facie  showing  must  establish  that  it  is  more  likely  than 
not  that  a  person  of  ordinary  skill  in  the  art  would  not  consider 
that  any  utility  asserted  by  the  applicant  would  be  specific  and 
substantial.  The  prima  facie  showing  must  contain  the  follow- 
ing elements: 

( 1 )  An  explanation  that  clearly  sets  forth  the  reasoning  used 
in  concluding  that  the  asserted  utility  for  the  claimed  invention 
is  not  both  specific  and  substantial  nor  well-established; 

(2)  Support  for  factual  findings  relied  upon  in  reaching  this 
conclusion;  and 

(3)  An  evaluation  of  all  relevant  evidence  of  record,  includ- 
ing utilities  taught  in  the  closest  prior  art. 

(b)  Where  the  asserted  specific  and  substantial  utihty  is  not 
credible,  a  prima  facie  showing  of  no  specific  and  substantial 
credible  utility  must  establish  that  it  is  more  likely  than  not  that 
a  person  skilled  in  the  art  would  not  consider  credible  any 
specific  and  substantial  utility  asserted  by  the  applicant  for  the 
claimed  invention. 

The  prima  facie  showing  must  contain  the  following  ele- 
ments: 

( 1 )  An  explanation  that  clearly  sets  forth  the  reasoning  used 
in  concluding  that  the  asserted  specific  and  substantial  utility  is 
not  credible; 

(2)  Support  for  factual  findings  relied  upon  in  reaching  this 
conclusion;  and 

(3)  An  evaluation  of  all  relevant  evidence  of  record,  includ- 
ing utilities  taught  in  the  closest  prior  art. 

(c)  Where  no  specific  and  substantial  utility  is  disclosed  or 
is  well-established,  a  prima  facie  showing  of  no  specific  and 
substantial  utility  need  only  estabhsh  that  apphcant  has  not 
asserted  a  utility  and  that,  on  the  record  before  the  examiner, 
there  is  no  known  well-  established  utility. 

4.  A  rejection  based  on  lack  of  utility  should  not  be 
maintained  if  an  asserted  utility  for  the  claimed  invention 
would  be  considered  specific,  substantial,  and  credible  by  a 
person  of  ordinary  skill  in  the  art  in  view  of  all  evidence  of 
record.  Office  personnel  are  reminded  that  they  must  treat  as 
true  a  statement  of  fact  made  by  an  applicant  in  relation  to  an 
asserted  utility,  unless  countervailing  evidence  can  be  provided 
that  shows  that  one  of  ordinary  skill  in  the  art  would  have  a 
legitimate  basis  to  doubt  the  credibility  of  such  a  statement. 
Similarly.  Office  personnel  must  accept  an  opinion  from  a 
qualified  expert  that  is  based  upon  relevant  facts  whose 
accuracy  is  not  being  questioned;  it  is  improper  to  disregard 
the  opinion  solely  because  of  a  disagreement  over  the  signifi- 
cance or  meaning  of  the  facts  offered. 


Once  a  prima  facie  showing  of  no  specific  and  substantial 
credible  utility  has  been  properly  established,  the  applicant 
bears  the  burden  of  rebutting  it.  The  applicant  can  do  this  by 
amending  the  claims,  by  providing  reasoning  or  arguments,  or 
by  providing  evidence  in  the  form  of  a  declaration  under  37 
CFR  1.132  or  a  patent  or  a  printed  publication  that  rebuts  the 
basis  or  logic  of  the  prima  facie  showing.  If  the  apphcant 
responds  to  the  prima  facie  rejection,  the  Office  personnel 
should  review  the  original  disclosure,  any  evidence  relied  upon 
in  establishing  the  prima  facie  showing,  any  claim  amend- 
ments, and  any  new  reasoning  or  evidence  provided  by  the 
applicant  in  support  of  an  asserted  specific  and  substantial 
credible  utility.  It  is  essential  for  Office  personnel  to  recognize, 
fully  consider  and  respond  to  each  substantive  element  of  any 
response  to  a  rejection  based  on  lack  of  utihty.  Only  where  the 
totality  of  the  record  continues  to  show  that  the  asserted  utility 
is  not  specific,  substantial,  and  credible  should  a  rejection 
based  on  lack  of  utility  be  maintained. 

If  the  applicant  satisfactorily  rebuts  a  prima  facie  rejection 
based  on  lack  of  utility  under  §  101,  withdraw  the  §  101 
rejection  and  the  corresponding  rejection  imposed  under  §  § 
112,  first  paragraph. 


December  29,  2000. 


Q.  Todd  Dickinson, 

Under  Secretary  of  Commerce  for 

Intellectual  Property  and 

Director  of  the  United  States 
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(109)     Guidelines  Setting  Forth  a  Modified  Policy 
Concerning  tlie  Evidence  of  Common  Ownership,  or  an 
Obligation  of  Assignment  to  tiie  Same  Person,  as 
Required  by  35  U.S.C.  103(c) 

I.  Summary 

An  earlier  Official  Gazette  notice  set  forth  the  position  of  the 
United  States  Patent  and  Trademark  Office  (USPTO)  regarding 
interpretation  and  implementation  of  the  changes  made  to  35 
U.S.C.  103(c)  by  the  American  Inventors  Protection  Act  of 
1999  (hereinafter  "AIPA").'  See  "Guidelines  Concerning  the 
Implementation  of  Changes  to  35  USC  102(g)  and  103(c)  and 
the  Interpretation  of  the  Term  'Original  Application'  in  the 
American  Inventors  Protection  Act  of  1999,"  1233  O.G.  54 
(April  11,  2000)  (hereinafter  "the  Guidelines").  The  Guidelines 
suggested  several  dififerent  forms  of  evidence,  based  on  37 
CFR  1.104(a)(5),  to  show  common  ownership  or  an  obligation 
of  assignment  to  the  same  person,  of  the  apphcation  and  the 
reference  at  the  time  the  invention  was  made.  In  a  rule  change 
to  implement  the  eighteen-month  publication  provisions  of  the 
AIPA,  37  CFR  1.104(a)(5)  was  removed.  See  "Changes  to 
Implement  Eighteen-Month  Publication  of  Patent  Applica- 
tions; Final  Rule,"  65  FR  57023,  57033,  57056  (September  20, 
2000). 

This  notice  sets  forth  a  modified  policy  concerning  evidence 
of  common  ownership,  or  an  obligation  of  assignment  to  the 
same  person,  at  the  time  the  invention  was  made.  Henceforth, 
applications  and  references  (whether  patents,  patent  applica- 
tions, patent  application  publications,  etc.)  will  be  considered 
by  the  examiner  to  be  owned  by,  or  subject  to  an  obligation  of 
assignment  to,  the  same  person,  at  the  time  the  invention  was 
made,  if  the  applicant(s)  or  the  attorney  or  agent  of  record 
makes  a  statement  to  the  effect  that  the  application  and  the 
reference  were,  at  the  time  the  invention  was  made,  owned  by, 
or  subject  to  an  obligation  of  assignment  to,  the  same  person. 

This  new  (modified)  policy  will  apply  when  an  applicant 
seeks  to  exclude  a  reference  available  under  35  U.S.C.  102(e), 
(f)  and/or  (g)  pursuant  to  35  U.S.C.  103(c).  This  policy  applies 
for  apphcations  filed  on  or  after  November  29,  1999  where  a 
reference  available  under  35  U.S.C.  102(e)  is  sought  to  be 
excluded,  and  any  application  where  a  reference  available 
under  only  35  U.S.C.  102  (f)  and/or  (g)  is  sought  to  be 
excluded. 

A  reference  excluded  under  amended  35  U.S.C.  103(c)  may 
continue  to  serve  as  the  basis  of  a  rejection  under  35  USC 
102(e),  and  serve  as  part  of  the  basis  of  a  double  patenting 
rejection. 
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II.  Background 

The  AIPA  amended  35  U.S.C.  103(c)  to  add  that  subject 
matter  that  only  qualifies  as  prior  art  under  35  U.S.C.  102(e) 
and  that  was  commonly  owned,  or  subject  to  an  obligation  of 
assignment  to  the  same  person,  at  the  time  the  invention  was 
made  cannot  be  applied  in  a  rejection  under  35  U.S.C.  103(a). 
Section  4807  of  the  AIPA  amended  35  U.S.C.  103(c)  to  read  as 
follows: 

"(c)  Subject  matter  developed  by  another  person,  which 
qualifies  as  prior  art  only  under  one  or  more  of 
subsections  (e),  (f),  and  (g)  of  section  102  of  this  title, 
shall  not  preclude  patentability  under  this  section 
where  the  subject  matter  and  the  claimed  invention 
were,  at  the  time  the  invention  was  made,  owned  by  the 
same  person  or  subject  to  an  obligation  of  assignment 
to  the  same  person." 

This  change  to  §  103(c)  applies  to  any  patent  application 
filed  on  or  after  the  date  of  enactment,  November  29,  1999.  See 
AIPA  §  4807(b).  This  amendment  to  §  103(c)  does  not  apply  to 
any  application  filed  before  November  29,  1999,  any  request 
for  examination  under  37  CFR  1.129  of  such  an  application, 
nor  any  request  for  continued  examination  under  37  CFR  1.114 
of  such  an  application. 

For  the  implementation  of  the  change  to  35  U.S.C.  103(c), 
the  Guidelines  stated  that: 

Applications  and  patents  will  be  considered  by  the  examiner 
to  be  owned  by,  or  subject  to  an  obligation  of  assignment  to, 
the  same  person,  at  the  time  the  invention  was  made,  if: 

(a)  the  applicant  provides  evidence  that  the  application 
and  patent  files  refer  to  assignments  recorded  in  the 
PTO  in  accordance  with  37  CFR  3.11  which  convey  the 
entire  rights  in  the  applications  to  the  same  person(s)  or 
organization(s)  at  the  time  of  the  invention; 

(b)  copies  of  unrecorded  assignments  which  convey  the 
entire  rights  in  the  appHcations  to  the  same  person(s)  or 
organization(s)  at  the  time  of  the  invention  are  filed  in 
each  of  the  applications  and  patents; 

(c)  an  affidavit  or  declaration  by  the  common  owner  is 
filed  which  states  that  there  was  common  ownership  at 
the  time  the  invention  was  made  and  explains  why  the 
affiant  believes  there  was  common  ownership;  or 

(d)  other  evidence  is  submitted  which  establishes 
common  ownership  of  the  applications  and  patents  at 
the  time  the  invention  was  made,  e.g.,  a  court  decision 
determining  the  owner. 

The  listing  of  the  above-mentioned  types  of  evidence  was 
based  on  37  CFR  1.104(a)(5),  which  has  now  been  removed. 
See  "Changes  to  Implement  Eighteen-Month  Publication  of 
Patent  Applications;  Final  Rule,"  65  FR  57023,  57033,  57056 
(September  20,  2000). 

III.  Modified  Policy  on  Evidence  to  Establish  Common 
Ownership  or  an  Obligation  for  Assignment  to  the  Same 
Person 

The  policy  on  what  evidence  is  needed  to  establish  common 
ownership,  or  an  obligation  for  assignment  to  the  same  person, 
set  forth  in  the  Guidelines  (restated  above)  is  hereby  replaced 
by  the  following  policy: 

Applications  and  references  (whether  patents,  patent 
applications,  patent  application  publications,  etc.)  will 
be  considered  by  the  examiner  to  be  owned  by,  or 
subject  to  an  obligation  of  assignment  to  the  same 
person,  at  the  time  the  invention  was  made,  if  the 
applicant(s)  or  an  attorney  or  agent  of  record  makes  a 
statement  to  the  effect  that  the  application  and  the 
reference  were,  at  the  time  the  invention  was  made, 
owned  by,  or  subject  to  an  obligation  of  assignment  to, 
the  same  person. 

This  policy  is  being  changed  in  order  to  simplify  the 
examination  and  processing  of  requests  for  the  exclusion  of 
prior  art  under  35  U.S.C.  103(c).  The  applicant(s)  or  the 
representative(s)  of  record  have  the  best  knowledge  of  the 
ownership  of  their  application(s)  and  reference(s),  and  their 
statement  of  such  is  sufficient  evidence  because  of  their 
paramount  obligation  of  candor  and  good  faith  to  the  USPTO. 


The  statement  concerning  common  ownership  should  be 
clear  and  conspicuous  (e.g.  on  a  separate  piece  of  paper  or  in 
a  separately  labeled  section)  in  order  to  ensure  that  the 
examiner  quickly  notices  the  statement.  Applicants  may,  but 
are  not  required  to,  submit  further  evidence,  such  as  assign- 
ment records,  affidavits  or  declarations  by  the  common  owner, 
or  court  decisions,  in  addition  to  the  above-mentioned  state- 
ment concerning  common  ownership. 

For  example,  an  attorney  or  agent  of  record  receives  an 
Office  action  for  Application  X  in  which  all  the  claims  are 
rejected  under  35  U.S.C.  103(a)  using  Patent  A  in  view  of 
Patent  B.  In  her  response  to  the  Office  action,  the  attorney  or 
agent  of  record  for  Application  X  states,  in  a  clear  and 
conspicuous  manner,  that: 

"Application  X  and  Patent  A  were,  at  the  time  the 
invention  of  Application  X  was  made,  owned  by 
Company  Z." 

This  statement  alone  is  sufficient  evidence  to  disqualify 
Patent  A  from  being  used  in  a  rejection  under  35  U.S.C.  103(a) 
against  the  claims  of  Application  X. 

In  rare  instances,  the  examiner  may  have  independent 
evidence  that  raises  a  material  doubt  as  to  the  accuracy  of 
applicant's  representation  of  either  (1)  the  common  ownership 
of,  or  (2)  the  existence  of  an  obligation  to  commonly  assign, 
the  application  being  examined  and  the  applied  US  patent  or 
US  patent  application  publication  reference.  In  such  cases,  the 
examiner  may  explain  why  the  accuracy  of  the  representation 
is  doubted,  and  require  objective  evidence  of  common  owner- 
ship of,  or  the  existence  of  an  obligation  to  assign,  the 
application  being  examined  and  the  applied  reference  as  of  the 
date  of  invention  of  the  application  being  examined. 

IV.  The  Interpretation  of  the  Phrase  "Same  Person" 

The  phrase  "same  person"  includes  persons,  organization(s) 
or  corporation(s).  If  an  invention  claimed  in  an  application  is 
owned  by  more  than  one  entity  and  those  entities  seek  to 
exclude  a  reference's  use  under  35  U.S.C.  103,  then  the 
reference  must  be  owned  by,  or  subject  to  an  obligation  of 
assignment  to,  the  same  entities  that  owned  the  application,  at 
the  time  the  invention  was  made.  For  example,  assume 
Company  A  owns  twenty  percent  of  patent  Application  X  and 
Company  B  owns  eighty  percent  of  patent  Application  X  at  the 
time  the  invention  of  Application  X  was  made.  In  addition, 
assume  that  Companies  A  and  B  seek  to  exclude  Reference  Z's 
use  under  35  U.S.C.  103(a).  Reference  Z  must  have  been 
co-owned,  or  been  under  an  obligation  of  assignment  to  both 
companies,  on  the  date  the  invention  was  made  in  order  for  the 
exclusion  to  be  properly  requested.  A  statement  such  as 
"Application  X  and  Patent  Z  were,  at  the  time  the  invention  of 
Application  X  was  made,  jointly  owned  by  Companies  A  and 
B"  would  be  sufficient  evidence  of  common  ownership. 

For  applications  owned  by  a  joint  venture  of  two  or  more 
entities,  both  the  application  and  the  reference  must  have  been 
owned  by.  or  subject  to  an  obligation  of  assignment  to,  the  joint 
venture  at  the  time  the  invention  was  made.  For  example,  if 
Company  A  and  Company  B  formed  a  joint  venture.  Company 
C,  both  Application  X  and  Reference  Z  must  have  been  owned 
by,  or  subject  to  an  obligation  of  assignment  to.  Company  C  at 
the  time  the  invention  was  made  in  order  for  Reference  Z  to  be 
properly  excluded  as  prior  art  under  35  U.S.C.  103(c).  If 
Company  A  by  itself  owned  Reference  Z  at  the  time  the 
invention  of  Application  X  was  made,  a  request  for  the 
exclusion  of  Reference  Z  as  prior  art  under  35  U.S.C.  103(c) 
would  not  be  proper. 

V.  Implementation  and  Effective  Date  of  the  Modified  Policy 

As  stated  above,  this  new  (modified)  policy  will  apply  when 
an  applicant  seeks  to  exclude  a  reference  available  under  35 
U.S.C.  102(e),  (f)  and/or  (g)  pursuant  to  35  U.S.C.  103(c).  This 
policy  applies  for  applications  filed  on  or  after  November  29. 
1999  where  a  reference  available  under  35  U.S.C.  102(e)  is 
sought  to  be  excluded,  and  any  application  where  a  reference 
available  under  only  35  U.S.C.  102  (f)  and/or  (g)  is  sought  to 
be  excluded. 
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The  policy  changes  made  by  this  notice  are  effective  on  the 
date  of  publication  of  this  notice,  and  shall  be  applied  in  any 
Office  action  mailed  on  or  after  that  date.  If  a  reply  by 
applicant  filed  before  that  date  has  already  been  acted  on  by  the 
Office,  and  applicant  seeks  reconsideration  in  view  of  this 
notice,  applicant  should  reassert  the  evidence,  e.g.,  a  statement 
signed  by  a  registered  practitioner  or  by  the  applicant,  con- 
cerning entitlement  to  prior  art  exclusion  in  the  previously 
submitted  reply  in  a  timely  submitted  reply.  This  may  be  done 
by  calling  attention  to  the  contents  of  the  previous  reply  or  by 
incorporating  the  previously  submitted  evidence  in  the  next 
reply. 

If  an  Office  action  includes  a  non-final  rejection  to  certain 
claims  which  is  obviated  by  a  reply  based  on  a  proper  claim  of 
entitlement  to  the  new  exclusion,  then  a  subsequent  Office 
action  should  not  be  made  final  if  the  action  relies  on  newly 
applied  prior  art  against  the  same  claims. 

If  a  final  rejection  of  certain  claims  is  obviated  by  a  timely 
reply  based  on  a  proper  claim  of  entitlement  to  the  new 
exclusion,  then  the  Office  should  acknowledge  the  reply  by 
modifying  the  status  of  the  claims.  For  example,  if  the  only 
rejection  in  the  final  rejection  is  obviated  by  evidence  demon- 
strating entitlement  to  exclude  prior  art  under  amended  35 
use  103(c)  in  the  reply,  the  Office  should  indicate  that  the 
claims  are  allowable,  or  prosecution  should  be  reopened 
should  the  claims  be  considered  unpatentable  in  view  of  newly 
applied  prior  art.  Applicant's  evidence  concerning  the  exclu- 
sion are  entitled  to  being  considered  even  after  a  final  rejection 
has  been  made,  since  if  the  exclusion  is  established,  the 
propriety  of  the  rejection  is  obviated  as  a  matter  of  law. 
Applicants  should  be  aware,  however,  that  the  failure  to  submit 
evidence  of  entitlement  to  exclude  prior  art  following  the  first 
Office  action  including  the  use  of  such  prior  art  in  a  rejection 
under  35  U.S.C.  103(a)  may  be  considered  by  the  Office  as 
conduct  that  is  considered  to  be  a  failure  to  engage  in 
reasonable  efforts  to  conclude  prosecution  if  such  prior  art  is 
thereafter  excluded  under  35  USC  103(c).  See  37  CFR 
1.704(c)  and  See,  Discussion  of  Comment  19,  Changes  To 
Implement  Patent  Term  Adjustment  Under  Twenty- Year  Patent 
Term:  Final  Rule.  65  F.  R.  56365,  79  (September  18,  2000). 

FOR  FURTHER  INFORMATION  CONTACT:  Jeanne 
Clark  or  Robert  Clarke,  Legal  Advisors  in  the  Office  of  Patent 
Legal  Administration,  by  telephone  at  (703)  305-1622,  by  fax 
at  (703)  305-1013,  or  by  e-mail  addressed  to 
Jeanne.Clark@USPTO.gov  or  Robert.Clarke@USPTO.gov. 


Nov.  21,  2000 


STEPHEN  G.  KUNIN 

Deputy  Commissioner  for 
Patent  Examination  Policy 


'  The  American  Inventors  Protection  Act  of  1999  is  a  part  of 
the  conference  report  (H.  Rep.  106-479)  on  H.R.  3194, 
Consolidated  Appropriations  Act,  Fiscal  Year  2000.  The  text  of 
the  American  Inventors  Protection  Act  of  1999  is  contained  in 
title  IV  of  S.  1948,  the  Intellectual  Property  and  Communica- 
tions Omnibus  Reform  Act  of  1999  (Public  Law  106-1 13).  The 
American  Inventors  Protection  Act  of  1999  was  enacted  on 
November  29,  1999. 
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DEPARTMENT  OF  COMMERCE 

Patent  and  Trademark  Office 

RIN  0651-XX09 

Guidelines  for  the  Examination  of  Claims 

Directed  to  Species  of  Chemical  Compositions 

Based  Upon  a  Single  Prior  Art  Reference 


AGENCY:  Patent  and  Trademark  Office,  Commerce. 

ACTION:  Notice 

SUMMARY:  The  Patent  and  Trademark  Office  (PTO)  is 
publishing  the  final  version  of  guidelines  to  be  used  by  Office 
personnel  in  reviewing  a  certain  type  of  patent  application  for 
compliance  with  35  U.S.C.  §103.  The  guidelines  are  to  be  used 
when  examining  claims  directed  to  a  species  or  subgenus  of 


chemical  compositions  when:  (1)  the  claims  have  been  rejected 
based  upon  a  single  prior  art  reference,  and  (2)  the  single  prior 
art  reference  discloses  a  genus  embracing  the  claimed  species 
or  subgenus  but  does  not  expressly  describe  the  particular 
claimed  species  or  subgenus.  Because  these  guidelines  govern 
internal  practices,  they  are  exempt  from  notice  and  comment 
rulemaking  under  5  U.S.C.  §  553(b)(A). 

DATES:  The  guidelines  are  effective  September  3,  1998. 

FOR  FURTHER  INFORMATION  CONTACT:  Linda 
Moneys  Isacson,  Office  of  the  Solicitor,  P.O.  Box  15667, 
Arlington,  Virginia  22215  or  Linda  S.  Therkom,  Box  Com- 
ments, Assistant  Commissioner  for  Patents,  Washington,  D.C. 
20231,  or  by  facsimile  transmission  to  (703)  305-9373  or  by 
electronic  mail  over  the  Internet  to  baird- 
comments@uspto.gov. 

SUPPLEMENTAL  INFORMATION: 

Discussion  of  Public  Comments: 

Comments  were  received  by  the  PTO  from  two  different 
individuals  and  one  organization  in  response  to  the  Request  for 
Comments  on  the  Interim  Guidelines  for  the  Examination  of 
Claims  Directed  to  Species  of  Chemical  Compositions  Based 
Upon  a  Single  Prior  Art  Reference  published  February  11, 
1997  (62  FR  6217).  All  comments  have  been  carefully  con- 
sidered. 

The  following  comments  have  been  substantively  adopted  to 
effect  changes  in  the  guidelines: 

(1)  A  suggestion  to  annotate  the  flowchart  with  references  to 
corresponding  sections  of  text  in  the  guidelines  was  adopted. 

(2)  One  comment  suggested  that  the  guidelines  inappropri- 
ately focussed  solely  on  the  number  of  possible  members  of  a 
prior  art  genus  to  determine  whether  the  prior  art  genus 
anticipated  a  claimed  species  or  subgenus.  Attention  was 
drawn  to  the  discussion  of  In  re  Petering,  301  F.2d  676,  133 
USPQ  275  (CCPA  1962)  in  the  text  at  section  II.A.4.a  and  note 
22,  which  seemed  to  suggest  that  size  of  the  genus  alone  was 
sufficient  to  support  a  finding  of  anticipation.  These  portions  of 
the  guidehnes  have  been  modified  to  indicate  that  size  of  the 
genus  is  only  one  factor  to  be  considered  in  determining 
anticipation. 

(3)  One  comment  suggested  that  the  guidelines  be  supple- 
mented to  direct  Office  personnel  to  consider  the  sufficiency  of 
the  preparative  methods  disclosed  in  the  cited  reference. 
Failure  of  a  prior  art  reference  to  disclose  or  render  obvious  a 
method  for  making  any  composition  of  matter  may  preclude  a 
conclusion  that  the  composition  would  have  been  obvious  if 
the  disclosure  is  not  enabling.  However,  once  a  prima  facie 
case  of  obviousness  is  made  out  by  the  PTO,  the  initial  burden 
of  going  forward  with  evidence  to  show  that  no  process  was 
known  in  the  art  for  preparing  the  compound  is  on  the 
applicant.  Accordingly,  the  guidelines  have  been  changed  at 
section  II. B  to  include  consideration  of  sufficiency  of  disclo- 
sure of  preparative  methods  as  rebuttal  evidence  to  overcome 
a  prima  facie  case  of  obviousness. 

(4)  One  comment  suggested  that  the  language  in  section 
n.A.2  of  the  guidelines  and  in  corresponding  portions  of  the 
flowchart  instructing  Office  personnel  to  make  explicit  findings 
on  the  similarities  and  differences  between  "the  closest  prior 
art  reference"  and  the  claimed  species  or  subgenus  be  changed 
to  direct  findings  to  be  made  between  the  "closest  disclosed 
species  or  subgenus"  and  the  claimed  species  or  subgenus  for 
accuracy  and  clarity.  This  change  has  been  made  in  the  text. 

(5)  One  comment  suggested  that  section  II.A.4.d  be  clarified 
to  indicate  that  the  utility  disclosed  in  a  reference  need  not  be 
the  same  as  the  stated  utility  of  the  claimed  compound. 
Language  has  been  added  to  indicate  that  any  useful  property 
may  be  the  basis  of  a  finding  of  motivation. 

(6)  One  comment  suggested  that  language  in  section  II. B. 
stating  that  evidence  of  an  unexpected  property  may  not  be 
sufficient  to  overcome  a  prima  facie  case  of  obviousness, 
regardless  of  the  scope  of  the  showing,  is  not  accurate  in  view 
of  the  law.  Language  has  been  added  to  the  associated  footnote 
to  clarify  that  a  showing  of  an  unexpected  property  is  sufficient 
in  most  circumstances. 

The  following  comments  have  been  considered  but  have  not 
been  adopted  for  the  reasons  discussed  below: 
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(1)  One  comment  suggested  that  more  emphasis  be  placed 
on  additional  references  which  may  teach  away  from  the 
claimed  compound(s)  due  to  a  disclosure  of  related  compounds 
having  or  expected  to  have  disadvantages  not  possessed  by  the 
claimed  compound(s).  This  comment  was  not  adopted  because 
it  focuses  on  "additional  references,"  whereas  the  scope  of 
these  guidelines  is  directed  to  situations  involving  rejections 
over  a  single  reference.  The  guidelines  already  clearly  instruct 
Office  personnel  that  they  must  consider  any  additional  refer- 
ences or  evidence  of  teaching  away  that  are  present. 

(2)  One  comment  suggested  that  the  guidelines  were  too 
limited  in  scope  because  they  focused  on  rejections  based  on  a 
single  reference  as  opposed  to  rejections  based  on  more  than 
one  reference.  The  scope  of  these  guidelines  is  intended  to 
address  a  specific  issue,  i.e.,  the  situation  where  only  one 
reference  disclosing  a  genus  but  not  the  claimed  species  is 
found.  Although  the  principles  discussed  in  these  guidelines 
are  generally  applicable  to  all  rejections  under  35  U.S.C.  § 
103,  the  explicit  scope  of  these  guidelines  will  not  be  changed. 

(3)  One  comment  suggested  that  section  II.A.4.f  of  the 
guidelines  inappropriately  instructs  Office  personnel  to  focus 
only  on  evidence  supporting  a  rejection  rather  than  making  a 
complete  analysis.  Section  II.A.4.f  of  the  guidelines  addition- 
ally instructs  Office  personnel  to  consider  the  totality  of  the 
evidence  in  each  case.  Furthermore,  Office  personnel  are 
instructed  in  section  II.B  to  consider  whether  rebuttal  evidence 
overcomes  a  prima  facie  case  of  obviousness  and  in  section  HI 
to  reconsider  all  evidence  in  reaching  a  conclusion.  Thus,  the 
guidelines  presently  clearly  require  all  evidence  to  be  consid- 
ered, not  only  evidence  supporting  a  rejection. 

(4)  One  comment  suggested  that  the  last  sentence  of  section 
II.A.4.C  assumes  that  a  generic  teaching  in  a  reference,  by 
itself,  is  never  enough  to  make  out  a  prima  facie  case  of 
obviousness.  The  referenced  language  does  not  suggest  this, 
but  rather  it  merely  states  the  general  proposition  that  in  most 
cases,  additional  teachings  of  structural  similarity  to  the 
disclosed  species  or  subgenus  are  necessary.  Accordingly,  no 
change  has  been  made. 

(5)  One  comment  suggested  that  the  guidehnes  address  the 
significance  of  the  type  of  reference  involved,  i.e.  whether 
there  is  a  difference  between  a  journal  publication,  a  U.S. 
Patent,  a  foreign  patent,  etc.  This  suggestion  has  not  been 
adopted,  because  for  substantive  analysis  under  35  U.  S.C. 
§103,  each  reference  should  be  considered  for  all  of  its 
teachings,  regardless  of  its  form. 

(6)  One  comment  suggested  that  the  guidelines  address  the 
significance  of  the  presence  or  absence  of  any  activity  testing 
of  disclosed  species  in  the  reference.  The  guidelines  already 
instruct  Office  personnel  to  consider  any  teachings  of  similar 
properties  or  uses,  predictability  of  the  technology,  and  any 
other  teachings  present  in  the  reference  that  would  support 
selection  of  the  claimed  compound.  Consideration  of  any 
disclosed  testing  data  is  subsumed  in  these  considerations. 

I.  Guidelines  for  the  Examination  of  Claims  Directed  to 
Species  of  Chemical  Compositions  Based  Upon  a  Single 
Prior  Art  Reference 

These  "Genus-Species  Guidelines"  are  to  assist  Office 
personnel  in  the  examination  of  applications  which  contain 
claims  to  species  or  a  subgenus  of  chemical  compositions  for 
compliance  with  35  U.S.C.  §  103  based  upon  a  single  prior  art 
reference  which  discloses  a  genus  encompassing  the  claimed 
species  or  subgenus  but  does  not  expressly  disclose  the 
particular  claimed  species  or  subgenus.  Office  personnel 
should  attempt  to  find  additional  prior  art  to  show  that  the 
differences  between  the  prior  art  primary  reference  and  the 
claimed  invention  as  a  whole  would  have  been  obvious.  Where 
such  additional  prior  art  is  not  found.  Office  personnel  should 
follow  these  guidelines  to  determine  whether  a  single  reference 
35  U.S.C.  §  §  103  rejection  would  be  appropriate.  The 
guidelines  are  based  on  the  Office's  current  understanding  of 
the  law  and  are  believed  to  be  fully  consistent  with  binding 
precedent  of  the  Supreme  Court,  the  Federal  Circuit,  and  the 
Federal  Circuit's  predecessor  courts. 

The  analysis  of  the  guidelines  begins  at  the  point  during 
examination  after  a  single  prior  art  reference  is  found  disclos- 
ing a  genus  encompassing  the  claimed  species  or  subgenus. 
Before  reaching  this  point.  Office  personnel  should  follow 
appropriate  antecedent  examination  procedures.  Accordingly, 
Office  personnel  should  first  analyze  the  claims  as  a  whole  in 
fight  of  and  consistent  with  the  written  description,  considering 
all  claim  fimitations. '  Next,  Office  personnel  should  conduct  a 
thorough  search  of  the  prior  art  and  identify  all  relevant 
references.^  If  the  most  relevant  prior  art  consists  of  a  single 


prior  art  reference  disclosing  a  genus  encompassing  the 
claimed  species  or  subgenus,  Office  personnel  should  follow 
the  guidelines  set  forth  herein. 

These  guidelines  do  not  constitute  substantive  rulemaking 
and  hence  do  not  have  the  force  and  effect  of  law.  Rather,  they 
are  to  assist  Office  personnel  in  analyzing  claimed  subject 
matter  for  compliance  with  substantive  law.  Thus,  rejections 
must  be  based  upon  the  substantive  law,  and  it  is  these 
rejections  which  are  appealable,  not  any  failure  by  Office 
personnel  to  follow  these  guidelines. 

Office  personnel  are  to  rely  on  these  guidelines  in  the  event 
of  any  inconsistent  treatment  of  issues  between  these  guide- 
lines and  any  earlier  provided  guidance  from  the  Office. 

n.  Determine  Whether  the  Claimed  Species  or  Subgenus 
Would  Have  Been  Obvious  to  One  of  Ordinary  Skill  in  the 
Pertinent  Art  at  the  Time  the  Invention  Was  Made 

The  patentability  of  a  claim  to  a  specific  compound  or 
subgenus  embraced  by  a  prior  art  genus  should  be  analyzed  no 
differently  than  any  other  claim  for  purposes  of  35  U.S.C.  § 
103.^  A  determination  of  patentability  under  35  U.S.C.  §  103 
should  be  made  upon  the  facts  of  the  particular  case  in  view  of 
the  totality  of  the  circumstances.'*  Use  of  per  se  rules  by  Office 
personnel  is  improper  for  determining  whether  claimed  subject 
matter  would  have  been  obvious  under  35  U.S.C.  §  103.''  The 
fact  that  a  claimed  species  or  subgenus  is  encompassed  by  a 
prior  art  genus  is  not  sufficient  by  itself  to  establish  a  prima 
facie  case  of  obviousness.^ 

A  proper  obviousness  analysis  involves  a  three  step  process. 
First,  Office  personnel  should  establish  a  prima  facie  case  of 
unpatentability  considering  the  factors  set  out  by  the  Supreme 
Court  in  Graham  v.  John  Deere?  If  a  prima  facie  case  is 
established,  the  burden  shifts  to  applicant  to  come  forward 
with  rebuttal  evidence  or  argument  to  overcome  the  prima 
facie  case.^  Finally,  Office  personnel  should  evaluate  the 
totality  of  the  facts  and  all  of  the  evidence  to  determine 
whether  they  still  support  a  conclusion  that  the  claimed 
invention  would  have  been  obvious  to  one  of  ordinary  skill  in 
the  art  at  the  time  the  invention  was  made.^ 

A.  Establishing  a  Prima  Facie  Case  of  Obviousness 

To  establish  a  prima  facie  case  of  obviousness  in  a  genus- 
species  chemical  composition  situation,  as  in  any  other  35 
U.S.C.  §  103  case,  it  is  essential  that  Office  personnel  find 
some  motivation  or  suggestion  to  make  the  claimed  invention 
in  light  of  the  prior  art  teachings. '°  In  order  to  find  such 
motivation  or  suggestion  there  should  be  a  reasonable  likefi- 
hood  that  the  claimed  invention  would  have  the  properties 
disclosed  by  the  prior  art  teachings."  These  disclosed  findings 
should  be  made  with  a  complete  understanding  of  the  first 
three  "Graham  factors."'^  Thus,  Office  personnel  should  (1) 
determine  the  "scope  and  content  of  the  prior  art";  (2)  ascertain 
the  "differences  between  the  prior  art  and  the  claims  at  issue"; 
and  (3)  determine  "the  level  of  ordinary  skill  in  the  pertinent 
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1.  Determine  The  Scope  and  Content  of  the  Prior  Art 

As  an  initial  matter.  Office  personnel  should  determine  the 
scope  and  content  of  the  relevant  prior  art.  Each  reference  must 
quahfy  as  prior  art  under  35  U.S.C.  §  102,''*  and  should  be  in 
the  field  of  applicant's  endeavor,  or  be  reasonably  pertinent  to 
the  particular  problem  with  which  the  inventor  was  con- 
cerned.'^ 

In  the  case  of  a  prior  art  reference  disclosing  a  genus.  Office 
personnel  should  make  findings  as  to  (1)  the  structure  of  the 
disclosed  prior  art  genus  and  that  of  any  expressly  described 
species  or  subgenus  within  the  genus;  (2)  any  physical  or 
chemical  properties  and  utilities  disclosed  for  the  genus,  as 
well  as  any  suggested  limitations  on  the  usefulness  of  the 
genus,  and  any  problems  alleged  to  be  addressed  by  the  genus; 
(3)  the  predictability  of  the  technology;  and  (4)  the  number  of 
species  encompassed  by  the  genus  taking  into  consideration  all 
of  the  variables  possible. 

2.  Ascertain  The  DiflFerences  Between  the  Closest  Dis- 
closed Prior  Art  Species  or  Subgenus  of  Record  and  the 
Claimed  Species  or  Subgenus 

Once  the  structure  of  the  disclosed  prior  art  genus  and  that 
of  any  expressly  described  species  or  subgenus  within  the 
genus  are  identified,  Office  personnel  should  compare  it  to  the 
claimed  species  or  subgenus  to  determine  the  differences. 
Through  this  comparison,  the  closest  disclosed  species  or 
subgenus  in  the  prior  art  reference  should  be  identified  and 
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compared  to  that  claimed.  Office  personnel  should  make 
explicit  findings  on  the  similarities  and  differences  between  the 
closest  disclosed  prior  art  species  or  subgenus  of  record  and 
the  claimed  species  or  subgenus  including  findings  relating  to 
similarity  of  structure,  chemical  properties  and  utilities.'^ 

3.  Determine  the  Level  of  Skill  in  the  Art 

Office  personnel  should  evaluate  the  prior  art  from  the 
standpoint  of  the  hypothetical  person  having  ordinary  skill  in 
the  art  at  the  time  the  claimed  invention  was  made.'  In  most 
cases,  the  only  facts  of  record  pertaining  to  the  level  of  skill  in 
the  art  will  be  found  within  the  prior  art  reference.  However, 
any  additional  evidence  presented  by  applicant  should  be 
evaluated. 

4.  Determine  Whether  One  of  Ordinary  Skill  in  the  Art 
Would  Have  Been  Motivated  to  Select  the  Claimed  Species 
or  Subgenus 

In  light  of  the  findings  made  relating  to  the  three  Graham 
factors.  Office  personnel  should  determine  whether  one  of 
ordinary  skill  in  the  relevant  art  would  have  been  motivated  to 
make  the  claimed  invention  as  a  whole,  i.e.,  to  select  the 
claimed  species  or  subgenus  from  the  disclosed  prior  art 
genus. '^  To  address  this  key  issue.  Office  personnel  should 
consider  all  relevant  prior  art  teachings,  focusing  on  the 
following,  where  present. 

a.  Consider  the  Size  of  the  Genus 

Consider  the  size  of  the  prior  art  genus,  bearing  in  mind  that 
size  alone  cannot  support  an  obviousness  rejection.'^  There  is 
no  absolute  correlation  between  the  size  of  the  prior  art  genus 
and  a  conclusion  of  obviousness. "°  Thus,  the  mere  fact  that  a 
prior  art  genus  contains  a  small  number  of  members  does  not 
create  a  per  se  rule  of  obviousness.  Some  motivation  to  select 
the  claimed  species  or  subgenus  must  be  taught  by  the  prior 
art.^'  However,  a  genus  may  be  so  small  that,  when  considered 
in  light  of  the  totality  of  the  circumstances,  it  would  anticipate 
the  claimed  species  or  subgenus.  For  example,  it  has  been  held 
that  a  prior  art  genus  containing  only  20  compounds  and  a 
limited  number  of  variations  in  the  generic  chemical  formula 
inherently  anticipated  a  claimed  species  within  the  genus 
because  "one  skilled  in  [the]  art  would  .  .  .  envisage  each 
member"  of  the  genus. ^^ 

b.  Consider  the  Express  Teachings 

If  the  prior  art  reference  expressly  teaches  a  particular 
reason  to  select  the  claimed  species  or  subgenus.  Office 
personnel  should  point  out  the  express  disclosure  which  would 
have  motivated  one  of  ordinary  skill  in  the  art  to  select  the 
claimed  invention."^ 

c.  Consider  the  Teachings  of  Structural  Similarity 

Consider  any  teachings  of  a  "typical,"  "preferred,"  or 
"optimum"  species  or  subgenus  within  the  disclosed  genus.  If 
such  a  species  or  subgenus  is  structurally  similar  to  that 
claimed,  its  disclosure  may  motivate  one  of  ordinary  skill  in 
the  art  to  choose  the  claimed  species  or  subgenus  from  the 
genus, ""^  based  on  the  reasonable  expectation  that  structurally 
similar  species  usually  have  similar  properties. ^^  The  utility  of 
such  properties  will  normally  provide  some  motivation  to 
make  the  claimed  species  or  subgenus. "*' 

In  making  an  obviousness  determination.  Office  personnel 
should  consider  the  number  of  variables  which  must  be 
selected  or  modified,  and  the  nature  and  significance  of  the 
differences  between  the  prior  art  and  the  claimed  invention."^ 
The  closer  the  physical  and  chemical  similarities  between  the 
claimed  species  or  subgenus  and  any  exemplary  species  or 
subgenus  disclosed  in  the  prior  art.  the  greater  the  expectation 
that  the  claimed  subject  matter  will  function  in  an  equivalent 
manner  to  the  genus.^** 

Similarly,  consider  any  teaching  or  suggestion  in  the  refer- 
ence of  a  preferred  species  or  subgenus  that  is  significantly 
different  in  structure  from  the  claimed  species  or  subgenus. 
Such  a  teaching  may  weigh  against  selecting  the  claimed 
species  or  subgenus  and  thus  against  a  determination  of 
obviousness.^'^  For  example,  teachings  of  preferred  species  of 
a  complex  nature  within  a  disclosed  genus  may  motivate  an 


artisan  of  ordinary  skill  to  make  similar  complex  species  and 
thus  teach  away  from  making  simple  species  within  the 
genus. "'^  Concepts  used  to  analyze  the  structural  similarity  of 
chemical  compounds  in  other  types  of  chemical  cases  are 
equally  useful  in  analyzing  genus-species  cases. ""  Generally, 
some  teaching  of  a  structural  similarity  will  be  necessary  to 
suggest  selection  of  the  claimed  species  or  subgenus. ^"^ 

d.  Consider  the  Teachings  of  Similar  Properties  or  Uses 

Consider  the  properties  and  utilities  of  the  structurally 
similar  prior  art  species  or  subgenus.  It  is  the  properties  and 
utilities  that  provide  real  world  motivation  for  a  person  of 
ordinary  skill  to  make  species  structurally  similar  to  those  in 
the  prior  art.^''  Conversely,  lack  of  any  known  useful  properties 
weighs  against  a  finding  of  motivation  to  make  or  select  a 
species  or  subgenus.'*'*  However,  the  prior  art  need  not  disclose 
a  newly  discovered  property  in  order  for  there  to  be  a  prima 
facie  case  of  obviousness.''  If  the  claimed  invention  and  the 
structurally  similar  prior  art  species  share  any  useful  property, 
that  will  generally  be  sufficient  to  motivate  an  artisan  of 
ordinary  skill  to  make  the  claimed  species. ''^  For  example, 
based  on  a  finding  that  a  tri-ortho  ester  and  a  tetra-ortho  ester 
behave  similarly  in  certain  chemical  reactions,  it  has  been  held 
that  one  of  ordinary  skill  in  the  relevant  art  would  have  been 
motivated  to  select  either  structure. ^^  In  fact,  similar  properties 
may  normally  be  presumed  when  compounds  are  very  close  in 
structure.'***  Thus,  evidence  of  similar  properties  or  evidence  of 
any  useful  properties  disclosed  in  the  prior  art  that  would  be 
expected  to  be  shared  by  the  claimed  invention  weighs  in  favor 
of  a  conclusion  that  the  claimed  invention  would  have  been 
obvious.  "^"^ 

e.  Consider  the  Predictability  of  the  Technology 

Consider  the  predictability  of  the  technology."*"  If  the 
technology  is  unpredictable,  it  is  less  likely  that  structurally 
similar  species  will  render  a  claimed  species  obvious  because 
it  may  not  be  reasonable  to  infer  that  they  would  share  similar 
properties.'*'  However,  obviousness  does  not  require  absolute 
predictability,  only  a  reasonable  expectation  of  success,  i.e.,  a 
reasonable  expectation  of  obtaining  similar  properties.'*^ 

f.  Consider  Any  Other  Teaching  to  Support  the  Selection 
of  the  Species  or  Subgenus 

The  categories  of  relevant  teachings  enumerated  above  are 
those  most  frequently  encountered  in  a  genus-species  case,  but 
they  are  not  exclusive.  Office  personnel  should  consider  the 
totality  of  the  evidence  in  each  case.  In  unusual  cases,  there 
may  be  other  relevant  teachings  sufficient  to  support  the 
selection  of  the  species  or  subgenus  and,  therefore,  a  conclu- 
sion of  obviousness. 

5.  Make  Express  Fact-Findings  And  Determine  Whether 
They  Support  A  Prima  Facie  Case  of  Obviousness 

Based  on  the  evidence  as  a  whole,"*^  Office  personnel  should 
make  express  fact-findings  relating  to  the  Graham  factors, 
focusing  primarily  on  the  prior  art  teachings  discussed  above. 
The  fact-findings  should  specifically  articulate  what  teachings 
or  suggestions  in  the  prior  art  would  have  motivated  one  of 
ordinary  skill  in  the  art  to  select  the  claimed  species  or 
subgenus."*"*  Thereafter,  it  should  be  determined  whether  these 
findings,  considered  as  a  whole,  support  a  prima  facie  case  that 
the  claimed  invention  would  have  been  obvious  to  one  of 
ordinary  skill  in  the  relevant  art  at  the  time  the  invention  was 
made. 

B.  Determining  Whether  Rebuttal  Evidence  Is  Sufficient 
To  Overcome  the  Prima  Facie  Case  of  Obviousness 

If  a  prima  facie  case  of  obviousness  is  established,  the 
burden  shifts  to  the  applicant  to  come  forward  with  arguments 
and/or  evidence  to  rebut  the  prima  facie  case.'*''  Rebuttal 
evidence  and  arguments  can  be  presented  in  the  specification,'*'' 
by  counsel,"* ''  or  by  way  of  an  affidavit  or  declaration  under  37 
CFR  §1.1 32.'***  However,  arguments  of  counsel  cannot  take  the 


4'^ 


place  of  factually  supported  objective  evidence. 

Office  personnel  should  consider  all  rebuttal  arguments  and 
evidence  presented  by  applicants.''"  Rebuttal  evidence  may 
include  evidence  of  "secondary  considerations."  such  as  "com- 
mercial success,  long  feU  but  unsolved  needs,  [and]  failure  of 
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others,"^'  evidence  that  the  claimed  invention  yields  unexpect- 
edly improved  properties  or  properties  not  present  in  the  prior 
art,  or  evidence  that  the  claimed  invention  was  copied  by 
others. ^^  It  may  also  include  evidence  of  the  state  of  the  art,  the 
level  of  skill  in  the  art,  and  the  beliefs  of  those  skilled  in  the 
art.^"^  For  example,  rebuttal  evidence  may  include  a  showing 
that  the  prior  art  fails  to  disclose  or  render  obvious  a  method 
for  making  the  compound,  which  would  preclude  a  conclusion 
of  obviousness  of  the  compound.^^ 

Consideration  of  rebuttal  evidence  and  arguments  requires 
Office  personnel  to  weigh  the  proffered  evidence  and  argu- 
ments. Office  personnel  should  avoid  giving  evidence  no 
weight,  except  in  rare  circumstances.^^  However,  to  be  entitled 
to  substantia  weight,  the  applicant  should  establish  a  nexus 
between  the  rebuttal  evidence  and  the  claimed  invention,^^  i.e., 
objective  evidence  of  nonobviousness  must  be  attributable  to 
the  claimed  invention.  ^^  Additionally,  the  evidence  must  be 
reasonably  commensurate  in  scope  with  the  claimed  inven- 
tion.^^ However,  an  exemplary  showing  may  be  sufficient  to 
establish  a  reasonable  correlation  between  the  showing  and  the 
entire  scope  of  the  claim,  when  viewed  by  a  skilled  artisan.^" 
On  the  other  hand,  evidence  of  an  unexpected  property  may 
not  be  sufficient  regardless  of  the  scope  of  the  showing. 
Accordingly,  each  case  should  be  evaluated  individually  based 
on  the  totality  of  the  circumstances. 

Office  personnel  should  not  evaluate  rebuttal  evidence  for  its 
"knockdown"  value  against  the  prima  facie  case^'^  or  sum- 
marily dismiss  it  as  not  compelling  or  insufficient.  If  the 
evidence  is  deemed  insufficient  to  rebut  the  prima  facie  case  of 
obviousness.  Office  personnel  should  specifically  set  forth  the 
facts  and  reasoning  that  justify  this  conclusion. 

in.  Reconsider  AH  Evidence  and  Clearly  Communicate 
Findings  and  Conclusions 

A  determination  under  35  U.S.C.  §  103  should  rest  on  all  the 
evidence  and  should  not  be  influenced  by  any  earlier  conclu- 
sion.^^ Thus,  once  the  applicant  has  presented  rebuttal  evi- 
dence, Office  personnel  should  reconsider  any  initial  obvious- 
ness determination  in  view  of  the  entire  record.^  All  the 
proposed  rejections  and  their  bases  should  be  reviewed  to 
confirm  their  correctness.  Only  then  should  any  rejection  be 
imposed  in  an  Office  action.  The  Office  action  should  clearly 
communicate  the  Office's  findings  and  conclusions,  articulat- 
ing how  the  conclusions  are  supported  by  the  findings. 

Where  applicable,  the  findings  should  clearly  articulate 
which  portions  of  the  reference  support  any  rejection.  Explicit 
findings  on  motivation  or  suggestion  to  select  the  claimed 
invention  should  also  be  articulated  in  order  to  support  a  35 
U.S.C.  §  103  ground  of  rejection.^^  Conclusory  statements  of 
similarity  or  motivation,  without  any  articulated  rationale  or 
evidentiary  support,  do  not  constitute  sufficient  factual  find- 
ings. 

VI.  Endnotes 

1 .  When  evaluating  the  scope  of  a  claim,  every  limitation  in  the 
claim  must  be  considered.  E.g.,  In  re  Ochiai,  71  F.3d  1565, 
1572,  37  USPQ2d  1127,  1133  (Fed.  Cir.  1995).  However,  the 
claimed  invention  may  not  be  dissected  into  discrete  elements 
to  be  analyzed  in  isolation,  but  must  be  considered  as  a  whole. 
E.g.,  W.L.  Gore  &  Assoc,  Inc.  v.  Garlock,  Inc.,  Ill  F2d  1540, 
1548,  220  USPQ  303,  309  (Fed.  Cir.  1983),  cert,  denied,  469 
U.S.  851  (1984);  Jones  v.  Hardy,  111  F2d  1524,  1530,  220 
USPQ  1021,  1026  (Fed.  Cir.  1983)  ("treating  the  advantage  as 
the  invention  disregards  the  statutory  requirement  that  the 
invention  be  viewed  'as  a  whole'"). 

2.  Both  claimed  and  unclaimed  aspects  of  the  invention  should 
be  searched  if  there  is  a  reasonable  expectation  that  the 
unclaimed  aspects  may  be  later  claimed. 

3.  "The  section  §  103  requirement  of  unobviousness  is  no 
different  in  chemical  cases  than  with  respect  to  other  categories 
of  patentable  inventions."  In  re  Papesch,  315  F.2d  381,  385, 
137  USPQ  43,  47  (CCPA  1963). 

4.  E.g.,  In  re  Dillon,  919  F2d  688,  692-93,  16  USPQ2d  1897, 
1901  (Fed.  Cir.  1990)(in  banc). 


5.  E.g.,  In  re  Brouwer,  11  F3d  422,  425,  37  USPQ2d  1663, 
1666  (Fed.  Cir.  1996);  In  re  Ochiai,  71  F3d  1565,  1572,  37 
USPQ2d  1127,  1133  (Fed.  Cir.  1995);  In  re  Baird,  16  F3d  380, 
382,  29  USPQ2d  1550,  1552  (Fed.  Cir.  1994). 

6.  In  re  Baird  16  F3d  380,  382,  29  USPQ2d  1550,  1552  (Fed. 
Cir.  1994)  ("The  fact  that  a  claimed  compound  may  be 
encompassed  by  a  disclosed  generic  formula  does  not  by  itself 
render  that  compound  obvious.");  In  re  Jones,  958  F.2d  347, 
350,  21  USPQ2d  1941,  1943  (Fed.  Cir.  1992)  (Federal  Circuit 
has  "dechne[d]  to  extract  from  Merck  [&  Co.  v.  Biocraft 
Laboratories  Inc.,  874  F2d  804,  10  USPQ2d  1843  (Fed.  Cir. 
1989)]  the  rule  that .  .  .  regardless  of  how  broad,  a  disclosure 
of  a  chemical  genus  renders  obvious  any  species  that  happens 
to  fall  within  it.").  See  also  In  re  Deuel,  51  F.3d  1552,  1559,  34 
USPQ2d  1210,  1215  (Fed.  Cir.  1995). 

7.  E.g.,  In  re  Bell,  991  F2d  781,783,  26  USPQ2d  1529,  1531 
(Fed.  Cir.  1993)  ("The  PTO  bears  the  burden  of  estabUshing  a 
case  of  prima  facie  obviousness.");  In  re  Rijckaert,  9  F.3d 
1531,  1532,  28  USPQ2d  1955,  1956  (Fed.  Cir.  1993);  In  re 
Oetiker,  977  F2d  1443,  1445,  24  USPQ2d  1443,  1444  (Fed. 
Cir.  1992).  Graham  v.  John  Deere  Co.,  383  U.S.  1,  17-18 
(1966),  requires  that  to  make  out  a  case  of  obviousness,  one 
must:  (1)  determine  the  scope  and  contents  of  the  prior  art;  (2) 
ascertain  the  differences  between  the  prior  art  and  the  claims  in 
issue;  (3)  determine  the  level  of  skill  in  the  pertinent  art;  and 
(4)  evaluate  any  evidence  of  secondary  considerations. 

8.  E.g.,  Bell,  991  F2d  at  783-84,  26  USPQ2d  at  1531; 
Rijckaert,  9  F3d  at  1532,  28  USPQ2d  at  1956;  Oetiker,  977 
F2d  at  1445,  24  USPQ2d  at  1444. 

9.  Id. 

10.  E.g.,  In  re  Brouwer,  11  F3d  422,  425,  37  USPQ2d  1663, 
1666  (Fed.  Cir.  1996)  ("[T]he  mere  possibility  that  one  of  the 
esters  or  the  active  methylene  group-containing  compounds  .  . 
.  could  be  modified  or  replaced  such  that  its  use  would  lead  to 
the  specific  sulfoalkylated  resin  recited  in  claim  8  does  not 
make  the  process  recited  in  claim  8  obvious  'unless  the  prior 
art  suggested  the  desirability  of  [such  a]  modification'  or 
replacement.")  (quoting  In  re  Gordon,  733  F2d  900,  902,  221 
USPQ  1125,  1127  (Fed.  Cir.  1984);  In  re  Vaeck,  947  F2d  488, 
493,  20  USPQ2d  1438,  1442  (Fed.  Cir.  1991)  ("[A]  proper 
analysis  under  §  103  requires,  inter  alia,  consideration  of  .  .  . 
whether  the  prior  art  would  have  suggested  to  those  of  ordinary 
skill  in  the  art  that  they  should  make  the  claimed  composition 
or  device,  or  carry  out  the  claimed  process."). 

11.  The  prior  art  disclosure  may  be  express,  implicit,  or 
inherent.  Regardless  of  the  type  of  disclosure,  the  prior  art 
must  provide  some  motivation  to  one  of  ordinary  skill  in  the  art 
to  make  the  claimed  invention  in  order  to  support  a  conclusion 
of  obviousness.  E.g.,  Vaeck,  947  F2d  at  493,  20  USPQ2d  at 
1442  (A  proper  obviousness  analysis  requires  consideration  of 
"whether  the  prior  art  would  also  have  revealed  that  in  so 
making  or  carrying  out  [the  claimed  invention],  those  of 
ordinary  skill  would  have  a  reasonable  expectation  of  suc- 
cess."); In  re  Dow  Chemical  Co.,  837  F.2d  469,  473,  5 
USPQ2d  1529,  1531  (Fed.  Cir.  1988)  ("The  consistent  crite- 
rion for  determination  of  obviousness  is  whether  the  prior  art 
would  have  suggested  to  one  of  ordinary  skill  in  the  art  that 
this  process  should  be  carried  out  and  would  have  a  reasonable 
likelihood  of  success,  viewed  in  the  light  of  the  prior  art."); 
Hodosh  V.  Block  Drug  Co.,  786  F2d  1136,  1143  n.5,  229 
USPQ  182,  187  n.5  (Fed.  Cir.  1986). 

12.  When  evidence  of  secondary  considerations  such  as 
unexpected  results  is  initially  before  the  Office,  for  example  in 
the  specification,  that  evidence  should  be  considered  in  decid- 
ing whether  there  is  a  prima  facie  case  of  obviousness.  The 
determination  as  to  whether  a  prima  facie  case  exists  should  be 
made  on  the  full  record  before  the  Office  at  the  time  of  the 
determination. 

13.  Graham  v.  John  Deere,  383  U.S.  1,  17,  148  USPQ  459, 467 
(1966).  Accord  e.g..  In  re  Paulsen,  30  F3d  1475,  1482,  31 
USPQ2d  1671,  1676  (Fed.  Cir.  1994). 

14.  E.g.,  Panduit  Corp.  v.  Dennison  Mfg.  Co.,  810  F2d  1561, 
1568,  1  USPQ2d  1593,  1597  (Fed.  Cir.  1987)  ("Before 
answering  Graham's  'content'  inquiry,  it  must  be  known 
whether  a  patent  or  publication  is  in  the  prior  art  under  35 
U.S.C.  102."). 
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15.  In  re  Oetiker,  977  F.2d  1443,  1447,  24  USPQ2d  1443,  1445 
(Fed.  Cir.  1992).  Accord,  e.g..  In  re  Cla\,  966  F.2d  656,  658-59, 
23  USPQ2d  1058,  1060  (Fed.  Cir.  1992). 

16.  In  Stratoflex,  Inc.  v.  Aeroqiiip  Corp.,  713  F.2d  1530,  1537, 
218  USPQ  871.877  (Fed.  Cir.  1983),  the  Court  noted  that  "the 
question  under  35  U.S.C.  §  103  is  not  whether  the  differences 
[between  the  claimed  invention  and  the  prior  art]  would  have 
been  obvious"  but  "whether  the  claimed  invention  as  a  whole 
would  have  been  obvious."  (emphasis  in  original). 

17.  See,  Ryko  Manufacturing  Co.  v.  Nu-Star  Inc.,  950  F.2d  714. 
718,  21  USPQ2d  1053,  1057  (Fed.  Cir.  1991)  ("The  impor- 
tance of  resolving  the  level  of  ordinary  skill  in  the  art  lies  in  the 
necessity  of  maintaining  objectivity  in  the  obviousness  in- 
quiry."); Uniroyal  Inc.  v.  Rudkin-Wiley  Corp.,  837  F.2d  1044, 
1050,  5  USPQ2d  1434,  1438  (Fed.  Cir.  1988)  (evidence  must 
be  viewed  from  position  of  ordinary  skill,  not  of  an  expert). 

18.  E.g.,  Ochiai,  71  F3d  at  1569-70,  37  USPQ2d  at  1131; 
Deuel,  51  F.3d  at  1557.  34  USPQ2d  at  1214  ("[A]  prima  facie 
case  of  unpatentability  requires  that  the  teachings  of  the  prior 
art  suggest  the  claimed  compounds  to  a  person  of  ordinary  skill 
in  the  art."  (emphasis  in  original));  Jones,  958  F.2d  at  351,  21 
USPQ2d  at  1943-44  (Fed.  Cir.  1992);  Dillon,  919  F.2d  at  692, 
16  USPQ2d  at  1901;  /«  re  Lalu,  lAl  F.2d  703,  705,  223  USPQ 
1257.  1258  (Fed.  Cir.  1984)  ("The  prior  art  must  provide  one 
of  ordinary  skill  in  the  art  the  motivation  to  make  the  proposed 
molecular  modifications  needed  to  arrive  at  the  claimed 
compound.").  See  also  In  re  Kemps,  97  F.3d  1427,  1430,  40 
USPQ2d  1309,  1311  (Fed.  Cir.  1996)  (discussing  motivation  to 
combine). 

19.  See,  e.g.,  Baird,  16  F.3d  at  383,  29  USPQ2d  at  1552 
(observing  that  "it  is  not  the  mere  number  of  compounds  in  this 
limited  class  which  is  significant  here  but,  rather,  the  total 
circumstances  involved"). 

20.  Id. 


23.  An  express  teaching  may  be  based  on  a  statement  in  the 
prior  art  reference  such  as  an  art  recognized  equivalence.  For 
example,  see  Merck  &  Co.  v.  Biocraft  Labs.,  874  F.2d  804,  807, 
10  USPQ2d  1843,  1846  (Fed.  Cir.  1989)  (holding  claims 
directed  to  diuretic  compositions  comprising  a  specific  mixture 
of  amilofide  and  hydrochlorothiazide  were  obvious  over  a 
prior  art  reference  expressly  teaching  that  amilofide  was  a 
pyrazinoylguanidine  which  could  be  co-administered  with 
potassium  excreting  diuretic  agents,  including  hydrochlorothi- 
azide which  was  a  named  example,  to  produce  a  diuretic  with 
desirable  sodium  and  potassium  eliminating  properties).  See 
also.  In  re  Kemps,  97  F3d  1427,  1430,  40  USPQ2d  1309,  1312 
(Fed.  Cir.  1996)  (holding  there  is  sufficient  motivation  to 
combine  teachings  of  prior  art  to  achieve  claimed  invention 
where  one  reference  specifically  refers  to  the  other). 

24.  E.g.,  Dillon,  919  F.2d  at  696,  16  USPQ2d  at  1904.  See  also 
Deuel,  51  F.3d  at  1558,  34  USPQ2d  at  1214  ("Structural 
relationships  may  provide  the  requisite  motivation  or  sugges- 
tion to  modify  known  compounds  to  obtain  new  compounds. 
For  example,  a  prior  art  compound  may  suggest  its  homologs 
because  homologs  often  have  similar  properties  and  therefore 
chemists  of  ordinary  skill  would  ordinarily  contemplate  mak- 
ing them  to  try  to  obtain  compounds  with  improved  proper- 
ties."). 

25.  E.g.,  Dillon,  919  F.2d  at  693,  16  USPQ2d  at  1901. 

26.  See  id. 

27.  E.g.,  In  re  Jones,  958  F.2d  347,  350,  21  USPQ2d  1941, 
1943  (Fed.  Cir.  1992)  (reversing  obviousness  rejection  of 
novel  dicamba  salt  with  acyclic  structure  over  broad  prior  art 
genus  encompassing  claimed  salt,  where  disclosed  examples  of 
genus  were  dissimilar  in  structure,  lacking  an  ether  linkage  or 
being  cyclic);  In  re  Susi,  440  F.2d  442,  445,  169  USPQ  423, 
425  (CCPA  1971)  (the  difference  from  the  particularly  pre- 
ferred subgenus  of  the  prior  art  was  a  hydroxyl  group,  a 
difference  conceded  by  applicant  "to  be  of  little  importance."). 


21.  See,  e.g.,  Deuel,  51  F.3d  at  1558-59,  34  USPQ2d  at  1215 
("No  particular  one  of  these  DNAs  can  be  obvious  unless  there 
is  something  in  the  prior  art  to  lead  to  the  particular  DNA  and 
indicate  that  it  should  be  prepared.");  Baird,  16  F.3d  at  382-83, 
29  USPQ2d  at  1552;  Bell,  991  F2d  at  784,  26  USPQ2d  at  1531 
("Absent  anything  in  the  cited  prior  art  suggesting  which  of  the 
10"*^  possible  sequences  suggested  by  Rinderknecht  corre- 
sponds to  the  IGF  gene,  the  PTO  has  not  met  its  burden  of 
establishing  that  the  prior  art  would  have  suggested  the 
claimed  sequences."). 

22.  In  re  Petering,  301  F.2d  676,  681,  133  USPQ  275,  280 
(CCPA  1962)  (emphasis  in  original).  More  specifically,  the 
court  in  Petering  stated: 

A  simple  calculation  will  show  that,  excluding  isomerism 
within  certain  of  the  R  groups,  the  limited  class  we  find  in 
Karrer  contains  only  20  compounds.  However,  we  wish  to 
point  out  that  it  is  not  the  mere  number  of  compounds  in  this 
limited  class  which  is  significant  here  but,  rather,  the  total 
circumstances  involved,  including  such  factors  as  the  limited 
number  of  variations  for  R,  only  two  alternatives  for  Y  and  Z, 
no  alternatives  for  the  other  ring  positions,  and  a  large 
unchanging  parent  structural  nucleus.  With  these  circum- 
stances in  mind,  it  is  our  opinion  that  Karrer  has  described  to 
those  with  ordinary  skill  in  this  art  each  of  the  various 
permutations  here  involved  as  fully  as  if  he  had  drawn  each 
structural  formula  or  had  written  each  name. 

Id.  (emphasis  in  original). 

Accord  In  re  Schaumann,  572  F.2d  312,  316,  197  USPQ  5,  9 
(CCPA  1978)  (prior  art  genus  encompassing  claimed  species 
which  disclosed  preference  for  lower  alkyl  secondary  amines 
and  properties  possessed  by  the  claimed  compound  constituted 
description  of  claimed  compound  for  purposes  of  35  U.S.C.  § 
102(b)).  C.f.,  In  re  Ruschig,  343  F.2d  965.  974,  145  USPQ  274, 
282  (CCPA  1965)  (Rejection  of  claimed  compound  in  light  of 
prior  art  genus  based  on  Petering  is  not  appropriate  where  the 
prior  art  does  not  disclose  a  small  recognizable  class  of 
compounds  with  common  properties.). 


In  the  area  of  biotechnology,  an  exemplified  species  may  differ 
from  a  claimed  species  by  a  conservative  substitution  ("the 
replacement  in  a  protein  of  one  amino  acid  by  another, 
chemically  similar,  amino  acid  .  .  .  [which]  is  generally 
expected  to  lead  to  either  no  change  or  only  a  small  change  in 
the  properties  of  the  protein."  Dictionary  of  Biochemistry  and 
Molecular  Biology  97  (John  Wiley  &  Sons,  2d  ed.  1989)).  The 
effect  of  a  conservative  substitution  on  protein  function  de- 
pends on  the  nature  of  the  substitution  and  its  location  in  the 
chain.  Although  at  some  locations  a  conservative  substitution 
may  be  benign,  in  some  proteins  only  one  amino  acid  is 
allowed  at  a  given  position.  For  example,  the  gain  or  loss  of 
even  one  methyl  group  can  destabilize  the  structure  if  close 
packing  is  required  in  the  interior  of  domains.  James  Darnell  et 
al..  Molecular  Cell  Biology.  51  (2d  ed.  1990). 

28.  E.g.,  Dillon,  919  F.2d  at  696,  16  USPQ2d  at  1904  (and 
cases  cited  therein).  C.f  Baird,  16  F.3d  at  382-83,  29  USPQ2d 
at  1552  (disclosure  of  dissimilar  species  can  provide  teaching 
away). 

29.  Baird,  16  F.3d  at  382-83,  29  USPQ2d  at  1552  (reversing 
obviousness  rejection  of  species  in  view  of  large  size  of  genus 
and  disclosed  "optimum"  species  which  differed  greatly  from 
and  were  more  complex  than  the  claimed  species);  Jones,  958 
F2d  at  350,  21  USPQ2d  at  1943  (reversing  obviousness 
rejection  of  novel  dicamba  salt  with  acyclic  structure  over 
broad  prior  art  genus  encompassing  claimed  salt,  where 
disclosed  examples  of  genus  were  dissimilar  in  structure, 
lacking  an  ether  linkage  or  being  cyclic). 

30.  Baird,  16  F3d  at  382,  29  USPQ2d  at  1552.  See  also  Jones, 
958  F.2d  at  350,  21  USPQ2d  at  1943  (disclosed  salts  of  genus 
held  not  sufficiently  similar  in  structure  to  render  claimed 
species  prima  facie  obvious). 

31.  For  example,  a  claimed  tetra-orthoester  fuel  composition 
was  held  to  be  obvious  in  light  of  a  prior  art  tri-orthoester  fuel 
composition  based  on  their  structural  and  chemical  similarity 
and  similar  use  as  fuel  additives.  Dillon,  919  F.2d  at  692-93,  16 
USPQ2d  at  1900-02. 
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Likewise,  claims  to  amitriptyline  used  as  an  antidepressant 
were  held  obvious  in  light  of  the  structural  similarity  to 
imipramine,  a  known  antidepressant  prior  art  compound, 
where  both  compounds  were  tricyclic  dibenzo  compounds  and 
differed  structurally  only  in  the  replacement  of  the  unsaturated 
carbon  atom  in  the  center  ring  of  amitriptyline  with  a  nitrogen 
atom  in  imipramine.  In  re  Merck  &  Co.,  800  F.2d  1091, 
1096-97,  231  USPQ  375,  378-79  (Fed.  Cir.  1986). 

Other  structural  similarities  have  been  found  to  support  aprima 
facie  case  of  obviousness.  E.g.,  In  re  May,  574  F.2d  1082, 
1093-95,  197  USPQ  601,  610-11  (CCPA  1978)  (stereoiso- 
mers); In  re  Wilder,  563  F2d  457,  460,  195  USPQ  426,  429 
(CCPA1977)  (adjacent  homologs  and  structural  isomers);  In  re 
Hoch,  428  F2d  1341,  1344,  166  USPQ  406,  409  (CCPA  1970) 
(acid  and  ethyl  ester);  In  re  Druey,  319  F2d  237,  240,  138 
USPQ  39,  41  (CCPA  1963)  (omission  of  methyl  group  from 
pyrazole  ring). 

32.  Id. 

33.  Dillon,  919  F.2d  at  697,  16  USPQ2d  at  1905;  In  re 
Stemniski,  444  F.2d  581,  586,  170  USPQ  343,  348  (CCPA 
1971). 

34.  In  reAlbrecht,  514  F.2d  1389,  1392,  1395-96,  185  USPQ 
585,  587,  590  (CCPA  1975)  (The  prior  art  compound  so 
irritated  the  skin  that  it  could  not  be  regarded  as  useful  for  the 
disclosed  anesthetic  purpose,  and  therefore  a  person  skilled  in 
the  art  would  not  have  been  motivated  to  make  related 
compounds.);  Stemniski,  444  F.2d  at  586,  170  USPQ  at  348 
(close  structural  similarity  alone  is  not  sufficient  to  create  a 
prima  facie  case  of  obviousness  when  the  reference  com- 
pounds lack  utility,  and  thus  there  is  no  motivation  to  make 
related  compounds.). 

35.  Dillon,  919  F.2d  at  697,  16  USPQ2d  at  1904-05  (and  cases 
cited  therein). 

36.  E.g.,  id. 

37.  Id  at  692,  16  USPQ2d  at  1900-01. 

38.  Dillon,  919  F.2d  at  693,  696,  16  USPQ2d  at  1901,  1904. 
See  also  In  re  Grabiak,  769  F2d  729,  731,  226  USPQ  870,  871 
(Fed.  Cir.  1985)  ("When  chemical  compounds  have  'very 
close'  structural  similarities  and  similar  utilities,  without  more 
2l  prima  facie  case  may  be  made."). 

39.  Dillon,  919  F2d  at  697-98,  16  USPQ2d  at  1905;  In  re 
Wilder,  563  F2d  457,  461,195  USPQ  426,  430  (CCPA  1977); 
In  re  Linter,  458  F.2d  1013,  1016,  173  USPQ  560,  562  (CCPA 
1972). 

40.  See,  e.g.,  Dillon,  919  F.  2d  at  692-97,  16  USPQ2d  at 
1901-05;  In  re  Grabiak,  769  F.2d  729,  732-33,226  USPQ  870, 
872  (Fed.  Cir.  1985). 

41.  See  e.g..  In  re  May,  574  F2d  1082,  1094,  197  USPQ  601, 
611  (CCPA  1978)  {prima  facie  obviousness  of  claimed  anal- 
gesic compound  based  on  structurally  similar  prior  art  isomer 
was  rebutted  with  evidence  demonstrating  that  analgesia  and 
addiction  properties  could  not  be  reliably  predicted  on  the 
basis  of  chemical  structure);  In  re  Schechter,  205  F.2d  185, 
191,  98  USPQ  144,  150  (CCPA  1953)  (unpredictability  in  the 
insecticide  field,  with  homologs,  isomers  and  analogs  of 
known  effective  insecticides  having  proven  ineffective  as 
insecticides,  was  considered  as  a  factor  weighing  against  a 
conclusion  of  obviousness  of  the  claimed  compounds). 

42.  See,  e.g..  In  re  O'Farrell,  853  F.2d  894,  903,  7  USPQ2d 
1673,  1681  (Fed.  Cir.  1988). 

43.  In  re  Bell,  991  F2d  781,  784,  26  USPQ2d  1529,  1531  (Fed. 
Cir.  1993  );  In  re  Kulling,  897  F.2d  1147,  1149,  14  USPQ2d 
1056,  1057  (Fed.  Cir.  1990). 

44.  Kulling,  897  F2d  at  1149,  14  USPQ2d  at  1058;  Panduit 
Corp.  V.  Dennison  Mfg.  Co.,  810  F2d  1561,  1579  n.42,  1 
USPQ2d  1593,  1606  n.42  (Fed.  Cir.  1987). 

45.  E.g.,  Dillon,  919  F.2d  at  692,  16  USPQ2d  at  1901. 


46.  In  re  Soni,  54  F.3d  746,  750,  34  USPQ2d  1684,  1687  (Fed. 
Cir.  1995). 

47.  In  re  Chu,  66  F.3d  292,  299,  36  USPQ2d  1089,  1094-95 
(Fed.  Cir.  1995). 

48.  E.g.,  Soni,  54  F3d  at  750,  34  USPQ2d  at  1687;  In  re 
Piasecki,  745  F.2d  1468,  1474,  223  USPQ  785,  789-90  (Fed. 
Cir.  1984). 

49.  E.g.,  In  re  Huang,  100  F3d  135,  139-40, 40  USPQ2d  1685, 
1689  (Fed.  Cir.  1996);  In  re  De  Blauwe,  11,6  F.2d  699, 705, 222 
USPQ  191,  196  (Fed.  Cir.  1984). 

50.  E.g.,  In  re  Soni,  54  F.3d  746,  750,  34  USPQ2d  1684,  1687 
(Fed.  Cir.  1995)  (error  not  to  consider  evidence  presented  in 
the  specification).  C.f,  In  re  Alton,  76  F3d  1168,  37  USPQ2d 
1578  (Fed.  Cir.  1996)  (error  not  to  consider  factual  evidence 
submitted  to  counter  a  section  112  rejection);  In  re  Beattie,  974 
F.2d  1309,  1313,  24  USPQ2d  1040,  1042-43  (Fed.  Cir.  1992) 
(Office  personnel  should  consider  declarations  from  those 
skilled  in  the  art  praising  the  claimed  invention  and  opining 
that  the  art  teaches  away  from  the  invention.);  Piasecki,  745 
F2d  at  1472,  223  USPQ  at  788  ("[Rebuttal  evidence]  may 
relate  to  any  of  the  Graham  factors  including  the  so-called 
secondary  considerations."). 

51.  Graham  v.  John  Deere  Co.,  383  U.S.  at  17,  148  USPQ  at 
467.  See  also,  e.g..  In  re  Piasecki,  745  F.2d  1468,  1473,  223 
USPQ  785,  788  (Fed.  Cir.  1984)  (commercial  success). 

52.  Rebuttal  evidence  may  consist  of  a  showing  that  the 
claimed  compound  possesses  unexpected  properties.  Dillon, 
919  F2d  at  692-93,  16  USPQ2d  at  1901.  A  showing  of 
unexpected  results  must  be  based  on  evidence,  not  argument  or 
speculation.  In  re  Mayne,  104  F3d  1339.  1343-44, 41  USPQ2d 
1451,  1455-56  (Fed.  Cir.  1997)  (conclusory  statements  that 
claimed  compound  possesses  unusually  low  immune  response 
or  unexpected  biological  activity  that  is  unsupported  by 
comparative  data  held  insufficient  to  overcome  prima  facie 
case  of  obviousness). 

53.  E.g.,  In  re  GPAC,  57  F.3d  1573,  1580,  35  USPQ2d  1116, 
1121  (Fed.  Cir.  1995);  Hybritech  Inc.  v.  Monoclonal  Antibod- 
ies, 802  F.2d  1367,  1380,  231  USPQ  81,  90  (Fed.  Cir.  1986), 
cert,  denied,  480  U.S.  947  (1987). 

54.  E.g.,  In  re  Oelrich,  579  F.2d  86,  91-92,  198  USPQ  210,  214 
(CCPA  1978)  (Expert  opinions  regarding  the  level  of  skill  in 
the  art  were  probative  of  the  nonobviousness  of  the  claimed 
invention.);  Piasecki,  745  F.2d  at  1471,  1473-74,  223  USPQ  at 
790  (Evidence  of  non-technological  nature  is  pertinent  to  the 
conclusion  of  obviousness.  The  declarations  of  those  skilled  in 
the  art  regarding  the  need  for  the  invention  and  its  reception  by 
the  art  were  improperly  discounted  by  the  Board);  Beattie,  91 A 
F2d  at  1313,  24  USPQ2d  at  1042-43  (Seven  declarations 
provided  by  music  teachers  opining  that  the  art  teaches  away 
from  the  claimed  invention  must  be  considered,  but  were  not 
probative  because  they  did  not  contain  facts  and  did  not  deal 
with  the  specific  prior  art  that  was  the  subject  of  the  rejection.). 

55.  A  conclusion  of  obviousness  requires  that  the  reference(s) 
relied  upon  be  enabling  in  that  it  put  the  public  in  possession 
of  the  claimed  invention.  The  court  in  In  re  Hoeksema,  399 
F2d  269,  274,  158  USPQ  596,  601  (CCPA  1968),  stated: 

Thus,  upon  careful  reconsideration  it  is  our  view  that  if  the 
prior  art  of  record  fails  to  disclose  or  render  obvious  a  method 
for  making  a  claimed  compound,  at  the  time  the  invention  was 
made,  it  may  not  be  legally  concluded  that  the  compound  itself 
is  in  the  possession  of  the  public,  [footnote  omitted.]  In  this 
context,  we  say  that  the  absence  of  a  known  or  obvious  process 
for  making  the  claimed  compounds  overcomes  a  presumption 
that  the  compounds  are  obvious,  based  on  close  relationships 
between  their  structures  and  those  of  prior  art  compounds. 

The  Hoeksema  court  further  noted  that  once  a  prima  facie 
case  of  obviousness  is  made  by  the  PTO  through  citation  of 
references,  the  burden  is  on  the  applicant  to  produce  contrary 
evidence  establishing  that  the  reference  being  relied  on  would 
not  enable  a  skilled  artisan  to  produce  the  different  compounds 
claimed.  Id.  at  274-75,  158  USPQ  at  601.  See  also  Ashland  Oil, 
Inc.  V.  Delta  Resins  &  Refractories,  Inc.,  776  R2d  281,  295, 
297,  227  USPQ  657,  666.  667  (Fed.  Cir.  1985)  (citing 
Hoeksema  for  the  proposition  above);  In  re  Grose,  592  F.2d 
1161,  1168,  201  USPQ  57,  63-64  (CCPA  1979)  ("One  of  the 
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assumptions  underlying  a  prima  facie  obviousness  rejection 
based  upon  a  structural  relationship  between  compounds,  such 
as  adjacent  homologs,  is  that  a  method  disclosed  for  producing 
one  would  provide  those  skilled  in  the  art  with  a  method  for 
producing  the  other  .  .  .  Failure  of  the  prior  art  to  disclose  or 
render  obvious  a  method  for  making  any  composition  of 
matter,  whether  a  compound  or  a  mixture  of  compounds  like  a 
zeolite,  precludes  a  conclusion  that  the  composition  would 
have  been  obvious.") 

56.  Id.  See  also  In  re  Alton,  76  F.3d  1168,  1174-75,  37  USPQ2d 
1578,  1582-83  (Fed.  Cir.  1996). 

57.  The  Federal  Circuit  has  acknowledged  that  applicant  bears 
the  burden  of  estabUshing  nexus,  stating: 

In  the  ex  parte  process  of  examining  a  patent  application, 
however,  the  PTO  lacks  the  means  or  resources  to  gather 
evidence  which  supports  or  refutes  the  applicant's  assertion 
that  the  sales  constitute  commercial  success.  C.f.  Ex  parte 
Remark.  15  USPQ2d  1498,  1503  ([BPAI]  1990)  (evidentiary 
routine  of  shifting  burdens  in  civil  proceedings  inappropriate 
in  ex  parte  prosecution  proceedings  because  examiner  has  no 
available  means  for  adducing  evidence).  Consequently,  the 
PTO  must  rely  upon  the  applicant  to  provide  hard  evidence  of 
commercial  success. 

In  re  Huang,  100  F3d  135,  139-40,  40  USPQ2d  1685,  1689 
(Fed.  Cir.  1996).  See  also  GPAC,  57  F3d  at  1580,  35  USPQ2d 
at  1121;  /n  re  Paulsen,  30  F.3d  1475,  1482,  31  USPQ2d  1671, 
1676  (Fed.  Cir.  1994). 

58.  E.g.,  Paulsen,  30  F3d  at  1482,  31  USPQ2d  at  1676. 
(Evidence  of  commercial  success  of  articles  not  covered  by  the 
claims  subject  to  the  35  U.S.C.  §  103  rejection  was  not 
probative  of  nonobviousness). 

59.  Kg.,  In  re  Kulling,  897  F.2d  1147,  1149,  14  USPQ2d  1056, 
1058  (Fed.  Cir.  1990);  In  re  Grasselli,  713  F.2d  731,  743,  218 
USPQ  769,  777  (Fed.  Cir.  1983).  In  re  Soni,  54  F3d  746,  34 
USPQ2d  1684  (Fed.  Cir.  1995)  does  not  change  this  analysis. 
In  Soni,  the  Court  declined  to  consider  the  Office's  argument 
that  the  evidence  of  non-obviousness  was  not  commensurate  in 
scope  with  the  claim  because  it  had  not  been  raised  by  the 
Examiner.  54  F3d  at  751,  34  USPQ2d  at  1688. 

When  considering  whether  proffered  evidence  is  commensu- 
rate in  scope  with  the  claimed  invention.  Office  personnel 
should  not  require  the  applicant  to  show  unexpected  results 
over  the  entire  range  of  properties  possessed  by  a  chemical 
compound  or  composition.  E.g.,  In  re  Chupp,  816  F.2d  643, 
646.  2  USPQ2d  1437,  1439  (Fed.  Cir.  1987).  Evidence  that  the 
compound  or  composition  possesses  superior  and  unexpected 
properties  in  one  of  a  spectrum  of  common  properties  can  be 
sufficient  to  rebut  a  prima  facie  case  of  obviousness.  Id. 

For  example,  a  showing  of  unexpected  results  for  a  single 
member  of  a  claimed  subgenus,or  a  narrow  portion  of  a 
claimed  range  would  be  sufficient  to  rebut  a  prima  facie  case 
of  obviousness  if  a  skilled  artisan  "could  ascertain  a  trend  in 
the  exemplified  data  that  would  allow  him  to  reasonably 
extend  the  probative  value  thereof."  In  re  Clemens,  622  F.2d 
1029,  §  1036,  206  USPQ  289,  296  (CCPA  1980)  (Evidence  of 
the  unobviousness  of  a  broad  range  can  be  proven  by  a 
narrower  range  when  one  skilled  in  the  art  could  ascertain  a 
trend  that  would  allow  him  to  reasonably  extend  the  probative 
value  thereof.).  But  see,  Grasselli,  713  F2d  at  743,  218  USPQ 
at  778  (evidence  of  superior  properties  for  sodium  containing 
composition  insufficient  to  establish  the  non-obviousness  of 
broad  claims  for  acatalyst  with  "an  alkali  metal"  where  it  was 
well  known  in  the  catalyst  art  that  different  alkali  metals  were 
not  interchangeable  and  applicant  had  shown  unexpected 
results  only  for  sodium  containing  materials);  In  re  Greenfield, 
571  F2d  1185,  1189,  197  USPQ  227,230  (CCPA  1978) 
(evidence  of  superior  properties  in  one  species  insufficient  to 
establish  the  nonobviousness  of  a  subgenus  containing  hun- 
dreds of  compounds);  In  re  Lindner,  457  F.2d  506,  508,  173 
USPQ  356,  358  (CCPA  1972)  (one  test  not  sufficient  where 
there  was  no  adequate  basis  for  concluding  the  other  claimed 
compounds  would  behave  the  sameway). 

60.  E.g.,  Chupp,  816  F2d  at  646,  2  USPQ2d  at  1439;  Clemens, 
622  F2d  at  §  1036,  206  USPQ  at  296. 


61.  Usually,  a  showing  of  unexpected  results  is  sufficient  to 
overcome  a  prima  facie  case  of  obviousness.  See,  e.g..  In  re 
Albrecht,  514  F2d  1389,  1396,  185  USPQ  585,  590  (CCPA 
1975).  However,  where  the  claims  are  not  limited  to  a 
particular  use,  and  where  the  prior  art  provides  other  motiva- 
tion to  select  a  particular  species  or  subgenus,  a  showing  of  a 
new  use  may  not  be  sufficient  to  confer  patentability.  See 
Dillon,  919  F2d  at  692,  16  USPQ2d  at  1900-01. 

62.  Piasecki,  745  F.2d  at  1473,  223  USPQ  at  788. 

63.  E.g.,  Piasecki,  745  F.2d  at  1472-73,  223  USPQ  at  788;  In 
re  Eli  Lilly  &  Co.,  902  F2d  943,945,  14  USPQ2d  1741,  1743 
(Fed.  Cir.  1990). 

64.  E.g.,  Piasecki,  745  F2d  at  1472,  223  USPQ  at  788;  Eli 
Lilly,  902  F2d  at  945,  14  USPQ2d  at  1743. 

65.  Dillon,  919  F2d  at  693,  16  USPQ2d  at  1901;  /n  re  Mills, 
916  F2d  680,  683,  16  USPQ2d  1430,  1433  (Fed.  Cir.  1990). 


August  26,  1998 


BRUCE  A.  LEHMAN 

Assistant  Secretary  of  Commerce  and 

Commissioner  of  Patents  and 

Trademarks 

[1214  OG  163] 


(111)  Examination  of  Patent  Applications 

Containing  Nucleotide  Sequences 

I.  Introduction 

Biotechnology  is  expected  to  be  an  important  growth 
industry  from  now  until  well  into  the  twenty-first  century, 
particularly  in  the  United  States,  one  which  will  produce  new 
therapeutics  for  the  benefit  of  mankind.  The  Patent  and 
Trademark  Office  (PTO)  has  taken  a  very  active  role  in 
working  together  with  its  customers  to  simplify  and  standard- 
ize PTO  policies  and  procedures  and  to  encourage  and  promote 
the  growth  of  this  industry  for  the  benefit  of  humanity. 

For  at  least  a  decade,  researchers  in  the  biotechnology 
industry  have  been  filing  patent  applications  claiming  isolated 
DNA  or  RNA  sequences  of  nucleotides,  referred  to  as  nucle- 
otide or  nucleic  acid  sequences.  Scientific  and  technological 
advances  now  permit  researchers  to  identify  large  numbers  of 
gene  sequences  rapidly.  The  ease  of  using  automated  tech- 
niques for  sequencing  large  numbers  of  nucleotides  in  a 
nucleic  acid  has  resulted  in  the  filing  of  a  growing  number  of 
patent  applications,  many  of  which  recite  thousands  of  indi- 
vidual nucleotide  sequences  with  each  sequence  reciting  at 
least  several  hundred  nucleotides.  The  examination  of  these 
applications  presents  unprecedented  search  and  examination 
challenges,  even  with  the  most  modem,  up-to-date  equipment. 

Faced  with  these  challenges,  the  PTO  held  public  hearings 
on  issues  relating  to  patent  protection  of  nucleotide  sequences 
on  April  16,  1996,  in  San  Diego,  California  and  on  April  23, 
1996,  in  Arhngton,  Virginia.  At  those  hearings,  the  PTO 
received  several  recommendations  that  restriction  practice 
pursuant  to  35  U.S.C.  §  121  should  be  applied  to  patent 
applications  claiming  nucleotide  sequences. 

This  Notice  responds  to  comments  received  during  the 
hearings.  This  Notice  clarifies  PTO's  policy  for  examination  of 
patent  applications  that  claim  large  numbers  of  nucleotide 
sequences. 

II.  The  PTO  Will  Permit  Applicants  to  Claim  Up  to  Ten 
Independent  and  Distinct  Nucleotide  Sequences  In  One 
National  Application 

By  statute,  "[i]f  two  or  more  independent  and  distinct 
inventions  are  claimed  in  one  application,  the  Commissioner 
may  require  the  application  to  be  restricted  to  one  of  the 
inventions."  35  U.S.C.  §  121 .  Pursuant  to  this  statute,  the  Rules 
of  Practice  in  Patent  Cases  provide  that  "[i]f  two  or  more 
independent  and  distinct  inventions  are  claimed  in  a  single 
application,  the  examiner  in  his  action  shall  require  the 
applicant ...  to  elect  that  invention  to  which  his  claim  shall  be 
restricted."  37  CFR  1.142(a).  See  also  37  CFR  1.141(a). 

Nucleotide  sequences  encoding  different  proteins  are  struc- 
turally distinct  chemical  compounds  and  are  unrelated  to  one 
another.  These  sequences  are  thus  deemed  to  normally  consti- 
tute independent  and  distinct  inventions  within  the  meaning  of 


1280  OG  200 
(111) 


OFFICIAL  GAZETTE 


March  2,  2004 


35  U.S.C.  §  121.  Absent  evidence  to  the  contrary,  each  such 
nucleotide  sequence  is  presumed  to  represent  an  independent 
and  distinct  invention,  subject  to  a  restriction  requirement 
pursuant  to  35  U.S.C.  §  121  and  37  CFR  1.141  et  seq. 
Nevertheless,  to  further  aid  the  biotechnology  industry  in 
protecting  its  intellectual  property  without  creating  an  undue 
burden  on  the  Office,  the  Commissioner  has  decided  sua 
sponte  to  partially  waive  the  requirements  of  37  CFR  1.141  et 
seq.  and  permit  a  reasonable  number  of  such  nucleotide 
sequences  to  be  claimed  in  a  single  application. 

Accordingly,  in  most  cases,  up  to  ten  (10)  independent  and 
distinct  nucleotide  sequences  will  be  examined  in  a  single 
application  without  restriction.  It  has  been  determined  that 
normally  ten  sequences  constitute  a  reasonable  number  for 
examination  purposes.  The  PTO  believes  that  allowing  appli- 
cants to  claim  up  to  ten  (10)  independent  and  distinct  nucle- 
otide sequences  in  a  single  application  will  promote  efficient, 
cost-effective  examination  of  these  types  of  applications.  In 
addition  to  the  specifically  selected  sequences,  those  sequences 
which  are  patentably  indistinct  from  the  selected  sequences 
will  also  be  examined.  Furthermore,  nucleotide  sequences 
encoding  the  same  protein  are  not  considered  to  be  indepen- 
dent and  distinct  inventions  and  will  continue  to  be  examined 
together. 

In  some  exceptional  cases,  the  complex  nature  of  the 
claimed  material,  for  example  a  protein  amino  acid  sequence 
reciting  three  dimensional  folds,  may  necessitate  that  the 
reasonable  number  of  sequences  to  be  selected  be  less  than  ten 
(10).  In  other  cases,  applicants  may  petition  pursuant  to  37 
CFR  1.181  for  examination  of  additional  nucleotide  sequences 
by  providing  evidence  that  the  different  nucleotide  sequences 
do  not  cover  independent  and  distinct  inventions. 

III.  Under  the  Unity  of  Invention  Standard  in  an  Interna- 
tional Application  or  National  Stage  Application  Filed 
Under  35  U.S.C.  §  371,  Up  to  Ten  Nucleotide  Sequences 
Will  Be  Searched  and/or  Examined  Without  Payment  of  An 
Additional  Fee 

International  applications  filed  under  the  Patent  Cooperation 
Treaty  (PCT)  and  national  stage  applications  filed  under  35 
U.S.CT.  §  371  will  be  treated  in  a  similar  manner.  Under  37 
CFR  1.475  and  1.499  et  seq.,  when  claims  do  not  comply  with 
the  requirement  of  unity  of  invention,  i.e.,  when  the  claimed 
subject  matter  does  not  involve  "one  or  more  of  the  same  or 
corresponding  special  technical  features,"  37  CFR  1.475(a),  an 
additional  fee  is  required  to  maintain  the  claims  in  the  same 
application.  37  CFR  1.476(b). 

The  Commissioner  has  decided  sua  sponte  to  partially  waive 
37  CFR  1.475  and  1.499  et  seq.  to  permit  applicants  to  claim 
up  to  ten  (10)  nucleotide  sequences  which  do  not  have  the 
same  or  corresponding  special  technical  feature,  without  the 
payment  of  an  additional  fee.  The  PCT  permits  inventions 
which  lack  unity  of  invention  to  be  maintained  in  the  same 
international  application  for  the  payment  of  additional  fees. 
Thus,  in  international  applications,  for  each  group  for  which 
applicant  has  paid  additional  international  search  and/or  pre- 
liminary examination  fees,  the  PTO  has  determined  that  up  to 
four  (4)  such  additional  sequences  per  group  is  a  reasonable 
number  for  examination.  Further,  claims  directed  to  the  se- 
lected sequences  will  be  examined  with  claims  drawn  to  any 
sequence  combinations  which  have  a  common  technical  fea- 
ture with  the  selected  sequences.  Nucleotide  sequences  encod- 
ing the  same  protein  are  considered  to  satisfy  the  unity  of 
invention  standard  and  will  continue  to  be  examined  together. 

IV.  Examples  of  Nucleotide  Sequence  Claims  That  Are  the 
Subject  of  this  Notice 

Examples  of  typical  nucleotide  sequence  claims  impacted 
by  this  Notice  include: 

(1)  an  isolated  and  purified  DNA  fragment  comprising  DNA 
having  at  least  95%  identity  to  a  DNA  sequence  selected  from 
SEQIDNos.  1-1,000; 

(2)  a  combination  of  DNA  fragments  comprising  SEQ  ID 
Nos.  1-1,000;  and 

(3)  a  combination  of  DNA  fragments,  said  combination 
containing  at  least  thirty  different  DNA  fragments  selected 
from  SEQ  ID  Nos.  1-1,000. 

Applications  claiming  more  than  ten  (10)  individual  inde- 
pendent and  distinct  nucleotide  sequences  in  alternative  form, 
such  as  set  forth  in  example  1 ,  will  be  subject  to  a  restriction 
requirement.  Only  the  ten  (10)  nucleotide  sequences  selected 
in  response  to  the  restriction  requirement  and  any  other 
claimed  sequences  which  are  patentably  indistinct  therefrom 
will  be  examined. 


Applications  claiming  only  a  combination  of  nucleotide 
sequences,  such  as  set  forth  in  example  2,  will  generally  not  be 
subject  10  a  restriction  requirement.  The  presence  of  one  novel 
and  nonobvious  sequence  within  the  combination  will  render 
the  entire  combination  allowable.  The  combination  will  be 
searched  until  one  nucleotide  sequence  is  found  to  be  allow- 
able. The  order  of  searching  will  be  chosen  by  the  examiner  to 
maximize  the  identification  of  an  allowable  sequence.  If  no 
individual  nucleotide  sequence  is  found  to  be  allowable,  the 
examiner  will  consider  whether  the  combination  of  sequences 
taken  as  a  whole  renders  the  claim  allowable. 

Applications  containing  only  composition  claims  reciting 
different  combinations  of  individual  nucleotide  sequences, 
such  as  set  forth  in  example  3,  will  be  subject  to  a  restriction 
requirement.  Applicants  will  be  required  to  select  one  combi- 
nation for  examination.  If  the  selected  combination  contains 
ten  or  fewer  sequences,  all  of  the  sequences  of  the  combination 
will  be  searched.  If  the  selected  combination  contains  more 
than  ten  sequences,  the  combination  will  be  examined  follow- 
ing the  procedures  set  forth  above  for  example  2.  More 
specifically,  the  combination  will  be  searched  until  one  nucle- 
otide sequence  is  found  to  be  allowable  with  the  examiner 
choosing  the  order  of  search  to  maximize  the  identification  of 
an  allowable  sequence.  The  identification  of  any  allowable 
sequence(s)  will  cause  all  combinations  containing  the  allowed 
sequence(s)  to  be  allowed. 

In  applications  containing  all  three  claims  set  forth  in 
examples  1-3,  the  PTO  will  require  restriction  of  the  applica- 
tion to  ten  sequences  for  initial  examination  purposes.  Based 
upon  the  finding  of  allowable  sequences,  claims  limited  to  the 
allowable  sequences  as  in  example  1,  all  combinations,  such  as 
in  examples  2  and  3,  containing  the  allowable  sequences  and 
any  patentably  indistinct  sequences  will  be  rejoined  and 
allowed. 

Rejoinder  will  be  permitted  for  claims  requiring  any  allow- 
able sequence(s).  Any  claims  which  have  been  restricted  and 
non-selected  and  which  are  limited  to  the  allowable  se- 
quence(s)  will  be  rejoined  and  examined. 

V.  Other  Possible  Solutions 

The  PTO  is  pursuing  other  possible  ways  to  efficiently 
examine  apphcations  that  claim  large  numbers  of  nucleotide 
sequences,  including  the  following: 

A.  Software  Development  -  Using  private  contractors,  the 
PTO  will  attempt  to  identify,  modify  or  develop  software  tools 
to  aid  in  searching  and  the  analysis  of  search  results. 

B.  Feedback  -  The  PTO  will  pursue  and  evaluate  sugges- 
tions from  applicants,  members  of  the  bar,  industry,  scientists, 
government,  and  inventors. 

C.  International  Cooperation  -  The  PTO  will  encourage 
greater  cooperation  between  the  other  patent  offices  of  the 
world  in  the  area  of  biotechnology.  The  PTO  will  work  with 
these  offices  to  share  resources  thereby  minimizing  duplication 
of  search  and  examination. 

D.  PTO  Outside  Search  Center  -  The  PTO  will  explore  the 
possibility  of  establishing  an  outside  search  center  which 
would  perform  standard  searches  for  all  patent  applicants 
submitting  applications  containing  nucleotide  sequences. 

E.  Search  Standards  -  The  PTO  will  explore  the  possibility 
of  establishing  quality  and  proficiency  standards  for  prior  art 
searches  so  that  applicants  can  perform  their  own  pre-exami- 
nation  searches.  AppUcants  could  then  submit  their  searches 
with  their  applications,  and  the  PTO  could  examine  applica- 
tions based  on  applicants'  searches. 

F.  Communication  -  The  PTO  will  communicate  its  proce- 
dures for  searching  the  prior  art  and  how  the  current  hardware 
and  software  have  been  optimized  for  examination  needs. 

Any  questions,  comments  or  suggestions  regarding  this 
Notice  should  be  directed  to  Esther  M.  Kepplinger,  Supervi- 
sory Primary  Examiner,  Group  Art  Unit  1302:  by  mail  to  Box 
Comments-Patents,  Assistant  Commissioner  for  Patents, 
Washington,  DC  20231;  by  FAX  to  (703)  305-3601;  or  by 
electronic  mail  addressed  to  ekepphn@uspto.gov. 


October  17,  1996 


BRUCE  A.  LEHMAN 

Assistant  Secretary  of  Commerce  and 

Commissioner  of  Patents  and 

Trademarks 
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Guidance  on  Treatment  of  Product  and 

Process  Claims  in  light  of  In  re  Ochiai, 

In  re  Brouwer  and  35  U.S.C.  §  103(b) 


The  purpose  of  this  Notice  is  to  provide  guidance  to  Patent 
and  Trademark  OflBce  personnel  and  to  the  public  on  the  proper 
consideration  of  certain  claims  in  light  of /«  re  Ochiai,  71  F.  3d 
1565,  37  USPQ2d  1127  (Fed.  Cir.  1995)  and  In  re  Brouwer,  ** 
F.3d  **,  37  USPQ2d  1663  (Fed.  Cir.  1996)  and  the  passage  of 
35  U.S.C.  103(b),  which  became  effective  November  1,  1995. 
Ochiai,  Brouwer  and  §  103(b)  relate  to  how  process  claims 
directed  to  making  or  using  nonobvious  products  are  to  be 
treated. 

The  Court  in  Ochiai  and  Brouwer  addressed  the  issue  of 
whether  an  otherwise  conventional  process  could  be  patented 
if  it  were  limited  to  making  or  using  a  nonobvious  product.  In 
both  cases,  the  Federal  Circuit  held  that  the  use  oi  per  se  rules 
is  improper  in  applying  the  test  for  obviousness  under  the  35 
U.S.C.  §  103.  Rather.  §  103  requires  a  highly  fact-dependent 
analysis  involving  taking  the  claimed  subject  matter  as  a  whole 
and  comparing  it  to  the  prior  art.  To  support  a  rejection  under 
§  103,  the  collective  teachings  of  the  prior  art  must  have 
suggested  to  one  of  ordinary  skill  in  the  art  that,  at  the  time  the 
invention  was  made,  apphcant's  claimed  invention  would  have 
been  obvious.  In  applying  this  test  to  the  claims  on  appeal,  the 
Court  held  that  there  simply  was  no  suggestion  or  motivation 
in  the  prior  art  to  make  or  use  the  nonobvious  products  to 
which  the  claims  were  limited  and  consequently  overturned  the 
rejections  based  upon  §  103. 

Interpreting  a  claimed  invention  as  a  whole  requires  consid- 
eration of  all  claim  limitations.  Thus,  language  in  a  process 
claim  which  recites  making  or  using  a  nonobvious  product 
must  be  treated  as  a  material  limitation,  and  a  motivation  to 
make  or  use  the  nonobvious  product  must  be  present  in  the 
prior  art  for  a  §  103  rejection  to  be  sustained. 

In  light  of  Ochiai  and  Brouwer,  Office  personnel  will 
consider  all  claim  hmitations  when  analyzing  process  claims 
which  make  or  use  nonobvious  products  under  §  103.  Office 
personnel  will  focus  on  treating  claims  as  a  whole  and  follow 
the  analysis  set  forth  in  Graham  v.  John  Deere,  383  U.S.  1,  148 
USPQ459  (1966). 

Accordingly,  to  facilitate  examination  under  §  103,  where 
product  and  process  claims  are  presented  in  the  same  applica- 
tion, applicant  may  be  called  upon  under  35  U.S.C.  §  121  to 
elect  claims  to  either  the  product  or  process.  The  claims  to  the 
non-elected  invention  will  be  withdrawn  from  further  consid- 
eration. However,  in  the  case  of  an  elected  product  claim, 
rejoinder  will  be  permitted  when  a  product  claim  is  found 
allowable  and  the  withdrawn  process  claim  depends  from  or 
otherwise  includes  all  the  limitations  of  an  allowed  product 
claim.  Withdrawn  process  claims  not  commensurate  in  scope 
with  an  allowed  product  claim  will  not  be  rejoined.  In  the  event 
of  rejoinder,  the  rejoined  process  claims  will  be  fully  examined 
for  patentability  in  accordance  with  37  CFR  1.104  -  1.106.  If 
the  apphcation  containing  the  rejoined  claims  is  not  in  condi- 
tion for  allowance,  the  subsequent  Office  action  may  be  made 
final,  or,  if  the  application  was  already  under  final  rejection,  the 
next  Office  action  may  be  an  advisory  action. 

35  U.S.C.  §  103(b)  is  applicable  to  biotechnological  pro- 
cesses only.  Section  §  103(b)  precludes  a  rejection  of  process 
claims  which  involve  the  use  or  making  of  certain  nonobvious 
biotechnological  compositions  of  matter  under  §  103(a).  Sec- 
tion §  103(b)  requires  that: 

1 .  the  biotechnological  process  and  composition  of  matter  be 
contained  in  either  the  same  application  or  in  separate  appli- 
cations having  the  same  effective  fihng  date; 

2.  both  the  biotechnological  process  and  composition  of 
matter  be  owned  or  subject  to  an  assignment  to  the  same 
person  at  the  time  the  process  was  invented; 

3.  a  patent  issued  on  the  process  also  contain  the  claims  to 
the  composition  of  matter  used  in  or  made  by  the  process,  or, 
if  the  process  and  composition  of  matter  are  in  different 
patents,  the  patents  expire  on  the  same  date; 

4.  the  biotechnological  process  falls  within  the  definition  set 
forth  in  §  103(b);  and 

5.  a  timely  election  be  made  to  proceed  under  the  provisions 
of  §  103(b). 


In  view  of  the  Federal  Circuit's  decisions  in  Ochiai  and 
Brouwer,  an  applicant's  need  to  rely  upon  §  103(b)  should  be 
rare.  Consequently,  the  Patent  and  Trademark  Office  will  treat 
§  103(b)  elections  on  a  case-by-case  basis  by  way  of  petition 
under  37  CFR  1.182.  That  petition  must  estabhsh  that  all  the 
requirements  set  forth  in  §  103(b)  have  been  satisfied.  An 
election  will  normally  be  considered  timely  if  it  is  made  no 
later  than  the  earlier  of  either  (1)  the  payment  of  the  issue  fee, 
or  (2)  the  filing  of  an  appeal  brief  in  an  application  which 
contains  a  composition  of  matter  claim  which  has  not  been 
rejected  under  35  U.S.C.  §§  102  or  103. 

In  an  application  where  at  least  one  composition  of  matter 
claim  has  not  been  rejected  under  35  U.S.C.  §§  102  or  §  103, 
a  §  103(b)  election  may  be  made  by  submitting  the  petition  and 
an  amendment  requesting  entry  of  process  claims  which 
correspond  to  the  composition  of  matter  claim. 

For  applications  pending  on  or  after  November  1,  1995,  in 
which  the  issue  fee  has  been  paid  prior  to  the  date  of  this 
Notice,  the  timeliness  requirement  for  an  election  under  § 
103(b)  will  be  considered  satisfied  if  the  conditions  of  37  CFR 
1.312(b)  are  met.  However,  if  a  patent  is  granted  on  an 
application  entitled  to  the  benefit  of  §  103(b)  without  an 
election  having  been  made  as  a  result  of  error  without 
deceptive  intent,  patentees  may  file  a  reissue  application  to 
permit  consideration  of  process  claims  which  qualify  for  §  103 
(b)  treatment. 

Any  questions,  comments  or  suggestions  regarding  petitions 
under  37  CFR  1.182  filed  pursuant  to  this  Notice  should  be 
directed  to  the  Special  Program  Law  Office,  attention:  Hiram 
Bernstein,  Senior  Legal  Advisor.  All  other  questions,  com- 
ments or  suggestions  regarding  this  Notice  should  be  directed 
to  the  Solicitor's  Office,  attention:  Craig  Kaufman,  Associate 
Solicitor. 


February  28,  1996 


BRUCE  A.  LEHMAN 

Assistant  Secretary  of  Commerce  and 

Commissioner  of  Patents  and 

Trademarks 
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(113)  Guidelines  Concerning  the  Implementation  of 
Changes  to  35  USC  102(g)  and  103(c)  and  the 
Interpretation  of  the  Term  "Original  Application" 
in  the  American  Inventors  Protection  Act  of  1999 

On  November  29,  1999,  the  American  Inventors  Protection 
Act  of  1999  (hereinafter  "Act")  was  enacted.'  This  notice 
addresses  several  of  the  changes  created  by  the  Act  which  do 
not  require  rulemaking  to  implement.  First,  the  Patent  and 
Trademark  Office  (PTO)  is  hereby  setting  forth  guidelines  to 
establish  its  interpretation  of  the  changes  made  to  35  U.S.C. 
102(g)  and  103(c).  Second,  the  PTO  is  hereby  setting  forth  an 
interpretation  of  the  term  "original  application"  to  clarify  the 
application  of  the  Option  Inter  Partes  Reexamination  Proce- 
dure created  in  Subtitle  F  of  the  Act.  Further,  this  notice 
instructs  patent  examiners  and  the  public  on  how  to  implement 
these  changes  and  addresses  situations  that  are  anticipated  to 
arise  in  the  future. 

An  O.G.  notice  stating  the  PTO's  interpretation  of  35  U.S.C. 
102(e)  as  amended  by  the  Act  is  expected  to  be  pubhshed  in 
the  near  future.  The  notice  will  also  include  guidelines  for 
implementing  the  amended  §  102(e)  and  illustrative  examples. 

/.  Guidelines  To  Implement  Changes  in  35  U.S.C.  102(g) 

Section  4806  of  the  Act  amended  35  U.S.C.  102(g)  to  read 
as  follows: 

A  person  shall  be  entitled  to  a  patent  unless- 

(g)(1)  during  the  course  of  an  interference  conducted  under 
section  135  or  section  291,  another  inventor  involved  therein 
establishes,  to  the  extent  permitted  in  section  104,  that  before 
such  person's  invention  thereof  the  invention  was  made  by 
such  other  inventor  and  not  abandoned,  suppressed  or  con- 
cealed, or  (2)  before  such  person's  invention  thereof,  the 
invention  was  made  in  this  country  by  another  inventor  who 
had  not  abandoned,  suppressed  or  concealed  it.  In  determining 
priority  of  invention  under  this  subsection,  there  shall  be 
considered  not  only  the  respective  dates  of  conception  and 
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reduction  to  practice  of  the  invention,  but  also  the  reasonable 
diligence  of  one  who  was  first  to  conceive  and  last  to  reduce  to 
practice,  from  a  time  prior  to  conception  by  the  other. 

The  effective  date  of  this  change  to  §  102(g)  is  the  date  of 
enactment,  November  29,  1999.  Amended  §  102(g)  will  apply 
to  all  interference  proceedings  involving  appUcations  pending 
on  November  29,  1999  since  this  change  merely  ratifies  an 
existing  interpretation  of  the  law.  The  significant  features 
resulting  from  this  amendment  to  §  102(g)  are  the  following: 

(1)  Amended  §  102(g)  makes  it  explicitly  clear  that  a  party 
involved  in  an  interference  proceeding  under  35  U.S.C  135  or 
291  may  establish  a  date  of  invention  under  §  104.  35  U.S.C. 
104,  as  amended  by  GATT  (Public  Law  103-465,  108  Stat. 
4809  (1994))  and  NAFTA  (Public  Law  103-182,  107  Stat. 
2057  (1993)),  permits  a  party  to  establish  a  date  of  invention  in 
a  NAFTA  member  country  on  or  after  December  8,  1993  or  in 
WTO  member  country  other  than  a  NAJTA  member  country 
on  or  after  January  1,  1996. 

(2)  Apart  from  interference  proceedings  under  35  U.S.C. 
135(a),  and  ex  parte  examination  following  an  interference  to 
enforce  the  judgment  in  the  interference  and  the  estoppel 
provisions  of  37  CFR  1.658(c)  [see  also  In  re  Decider,  977  F.2d 
1449,  24  USPQ2d  1448  (Fed.  Cir.  1992)  (party  losing  inter- 
ference is  not  entitled  to  claims  to  same  patentable  invention  as 
count— based  on  estoppel)  and  Ex  parte  Tytgat,  225  USPQ  907 
(Bd.  App.  1985)  (same)],  evidence  of  a  date  of  invention  in  a 
NAFTA  or  WTO  country  other  than  the  United  States  will  not 
be  considered  prior  art  under  §  102(g),  as  amended. 

(3)  No  change  is  anticipated  in  37  CFR  1.131  practice, 
which  will  continue  to  require  diligence  until  reduction  to 
practice.  In  re  Eickmeyer,  602  F2d  974,  202  USPQ  655  (CCPA 
1979),  states  that  Rule  131  practice  is  not  necessarily  con- 
trolled by  the  laws  pertaining  to  interference.  In  addition, 
through  a  Rule  131  affidavit,  parties  will  be  able  to  continue  to 
show  evidence  of  the  date  of  invention  in  a  NAFTA  member 
country  and  a  WTO  member  country  to  the  extent  permitted  by 
35  U.S.C.  104. 

Implementation  Steps  As  to  Amended  35  U.S.C.  102(g) 

Since  the  amendment  to  102(g)  merely  ratifies  an  existing 
interpretation  of  the  law,  no  changes  in  practice  are  needed. 

//.  Guidelines  To  Implement  Changes  in  35  U.S.C.  103(c) 

Section  4807  of  the  Act  amended  35  U.S.C.  103(c)  to  read 
as  follows: 

(c)  Subject  matter  developed  by  another  person,  which 
qualifies  as  prior  art  only  under  one  or  more  of  subsections  (e), 
(f),  and  (g)  of  section  102  of  this  title,  shall  not  preclude 
patentability  under  this  section  where  the  subject  matter  and 
the  claimed  invention  were,  at  the  time  the  invention  was 
made,  owned  by  the  same  person  or  subject  to  an  obligation  of 
assignment  to  the  same  person. 

This  change  to  §  103(c)  applies  to  any  patent  application 
filed  on  or  after  the  date  of  enactment,  November  29,  1999. 
American  Inventors  Protection  Act  of  1999,  Pub.  L.  No. 
106-113,  Sec.  4807(b).  This  amendment  to  §  103(c)  does  not 
apply  to  any  application  filed  before  November  29,  1999,  any 
request  for  examination  under  37  CFR  1.129  of  such  an 
application  nor  any  request  for  continued  examination,  which 
is  defined  in  section  4403  of  the  Act,  of  such  an  application. 
The  significant  features  resulting  this  amendment  to  §  103(c) 
are  the  following: 

(1)  Subject  matter  which  was  prior  art  under  former  35 
U.S.C.  103(c)  via§  102(e)  is  now  disqualified  as  prior  art 
against  the  claimed  invention  if  that  subject  matter  and  the 
claimed  invention  "were,  at  the  time  the  invention  was  made, 
owned  by  the  same  person  or  subject  to  an  obligation  of 
assignment  to  the  same  person." 

(2)  The  mere  filing  of  a  continuation  application  on  or  after 
November  29,  1999  will  serve  to  exclude  commonly  owned  § 
102(e)  prior  art  that  was  applied,  or  could  have  been  applied, 
in  a  rejection  under  §  103  in  the  parent  application.  For  reissue 
applications,  the  doctrine  of  recapture  may  prevent  the  presen- 
tation of  claims  that  were  cancelled  or  amended  to  overcome 


such  prior  art  applied  in  the  application  which  matured  into  the 
patent  for  which  reissue  is  being  sought.  See  (4)  below  for 
further  explanation. 

(3)  This  amendment  applies  only  to  prior  art  usable  in  an 
obviousness  rejection  under  §  103.  Subject  matter  that  qualifies 
as  anticipatory  prior  art  under  §  102,  including  §  102(e),  is  not 
affected,  and  may  still  be  used  to  reject  claims  as  being 
anticipated. 

(4)  The  recapture  doctrine  may  prevent  the  presentation  of 
claims  in  reissue  applications  that  were  amended  or  cancelled 
from  the  application  which  matured  into  the  patent  for  which 
reissue  is  being  sought,  if  the  claims  were  amended  or 
cancelled  to  distinguish  the  claimed  invention  from  §  102(e)/ 
103  prior  art  which  was  commonly  owned  or  assigned  at  the 
time  the  invention  was  made. 

(5)  The  burden  of  establishing  that  subject  matter  is  dis- 
qualified as  prior  art  is  placed  on  the  patent  apphcants  once  the 
patent  examiners  have  established  a  prima  facie  case  of 
obviousness  based  on  the  subject  matter. 

(6)  Nonstatutory  and  statutory  double  patenting  rejections, 
based  on  subject  matter  now  disqualified  as  prior  art  in 
amended  §  103(c),  may  still  be  made  by  patent  examiners. 

Implementation  Steps  As  to  Amended  35  U.S.C.  103(c) 

A.  Applications  To  Be  Considered. 

(1)  The  amendment  of  §  103(c)  "...  shall  apply  to  any 
application  for  patent  filed  on  or  after  the  date  of  enactment  of 
this  Act,"  which  is  November  29,  1999.  Therefore,  amended  § 
103(c)  will  be  applied  to  all  utility,  design  and  plant  patent 
applications  filed  on  or  after  November  29,  1999,  including 
continuing  applications  filed  under  37  CFR  1.53(b),  continued 
prosecution  applications  filed  under  37  CFR  1.53(d)  and 
reissues.  Reexaminations  proceedings  are  not  "any  application 
for  patent."  Therefore,  this  amendment  to  §  103(c)  does  not 
apply  to  reexamination  proceedings. 

(2)  Amended  §  103(c)  does  not  affect  any  application  filed 
before  November  29,  1999,  a  request  for  examination  under  37 
CFR  1.129(a)  of  such  an  application  nor  a  request  for  contin- 
ued examination  (defined  in  section  4403  of  the  Act)  of  such  an 
application. 

B.  Examination  Procedure  with  respect  to  amended  103(c). 

(1)  Examiners  are  encouraged  to  check  the  assignment 
records,  which  are  available  on  the  Patent  Application  Locat- 
ing and  Monitoring  (PALM)  system,  for  the  patents  and 
applications  involved  in  any  rejection  to  see  if  there  is  a 
possible  common  owner  or  assignee  with  the  application  being 
examined.  Since  examiners  should  always  apply  potentially 
commonly  owned  or  assigned  prior  art,  the  review  of  assign- 
ment records  is  only  to  indicate  to  the  examiner  whether 
making  one  or  more  appropriate  back  up  rejections  should  be 
considered.  The  assignment  records  on  PALM  show  the 
execution  date  of  any  recorded  assignment.  Since  applicants 
are  not  required  to  record  assignments,  however,  these  records 
are  not  the  exclusive  means  to  determine  whether  there  was 
common  ownership  at  the  time  the  invention  was  made.  In 
addition,  the  Office  records  other  papers,  such  as  employment 
contracts,  which  are  not  evidence  of  common  ownership. 
Therefore,  the  examiners  should  be  careful  to  refer  to  the  box 
labeled  "Brief  on  the  bottom  of  the  PALM  screen  which 
provides  a  brief  description  of  the  paper  recorded  as  stated  by 
the  applicant.  Examiners  should  not  fail  to  apply  a  reference 
believed  to  be  commonly  owned  at  the  time  of  the  invention 
based  only  upon  the  data  in  PALM.  The  assignment  infor- 
mation in  PALM,  however,  may  give  an  examiner  a  warning 
that  a  reference  may  be  disqualified  by  the  applicant  in  the 
future. 

(2)  Applications  and  patents  will  be  considered  by  the 
examiner  to  be  owned  by,  or  subject  to  an  obligation  of 
assignment  to,  the  same  person,  at  the  time  the  invention  was 
made,  if: 
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(a)  the  applicant  provides  evidence  that  the  application  and 
patent  files  refer  to  assignments  recorded  in  the  PTO  in 
accordance  with  37  CFR  3.11  which  convey  the  entire  rights  in 
the  applications  to  the  same  person(s)  or  organization(s)  at  the 
time  of  the  invention; 

(b)  copies  of  unrecorded  assignments  which  convey  the 
entire  rights  in  the  applications  to  the  same  person(s)  or 
organization(s)  at  the  time  of  the  invention  are  filed  in  each  of 
the  applications  and  patents; 

(c)  an  affidavit  or  declaration  by  the  common  owner  is  filed 
which  states  that  there  was  common  ownership  at  the  time  the 
invention  was  made  and  explains  why  the  affiant  believes  there 
was  common  ownership;  or 

(d)  other  evidence  is  submitted  which  establishes  common 
ownership  of  the  applications  and  patents  at  the  time  the 
invention  was  made,  e.g.,  a  court  decision  determining  the 
owner.  In  circumstances  where  the  common  owner  is  a 
corporation  or  other  organization,  an  affidavit  or  declaration 
averring  ownership  may  be  signed  by  an  official  of  the 
corporation  or  organization  empowered  to  act  on  behalf  of  the 
corporation  or  organization. 

(3)  If  the  application  file  being  examined  does  not  establish 
that  it  and  the  reference  patent(s)  or  application(s)  are  owned 
by,  or  subject  to  an  obligation  of  assignment  to,  the  same 
person,  at  the  time  the  invention  was  made,  the  examiner  will: 

(a)  assume  the  application(s)  and  patent(s)  are  not  com- 
monly owned; 

(b)  examine  the  application  on  all  grounds  other  than  any 
conflict  between  the  reference  patent(s)  or  application(s)  aris- 
ing from  a  possible  §  103  rejection  based  on  102(e),  (f)  and/or 

(g); 

(c)  consider  the  applicability  of  any  references  under  §  103 
based  on  §  102(e),  (f)  and/or  (g),  including  provisional 
rejections  under  35U.S.C.  102(e)/103;  and 

(d)  apply  the  best  references  against  the  claimed  invention 
by  making  rejections  under  §§  102  and  103,  including  any 
rejections  under  §  103  based  on  §§  102(e),  (f)  and/or  (g),  until 
such  time  that  proof  is  submitted  that  the  application(s)  and 
patent(s)  were  commonly  owned,  at  the  time  the  invention  was 
made  (see  (2)  above).  When  applying  any  §  102(e)/103 
references  against  the  claims,  the  examiner  should  anticipate 
that  an  affidavit  (or  other  adequate  proof)  averring  common 
ownership  at  the  time  the  invention  was  made  may  disqualify 
any  patent  or  application  applied  in  a  rejection  under  §  103 
based  on  §  102(e).  If  such  an  affidavit  (or  other  adequate  proof) 
is  filed  in  reply  to  the  §  102(e)/ 103  rejection  and  the  claims  are 
not  amended,  the  examiner  may  not  make  the  next  Office 
action  final  if  a  new  rejection  is  made. 

(4)  If  the  application  being  examined  establishes  that  it  and 
any  reference  patent  or  application  were  owned  by,  or  subject 
to  an  obligation  or  assignment  to,  the  same  person,  at  the  time 
the  invention  was  made,  the  examiner  will: 

(a)  examine  the  apphcations  as  to  all  grounds  except  §§ 
102(e),  (f)  and  (g)  as  they  apply  through  §  103,  including 
provisional  rejections  under  35  U.S.C.  102(e)/103; 

(b)  examine  the  applications  for  double  patenting,  including 
statutory  and  nonstatutory  double  patenting,  and  make  a 
provisional  rejection,  if  appropriate;  and 

(c)  invite  the  applicant  to  file  a  terminal  disclaimer  to 
overcome  any  provisional  or  actual  nonstatutory  double  pat- 
enting rejection,  if  appropriate. 

III.  Interpretation  of  the  term  "original  application"  to 
clarify  the  application  of  the  Optional  Inter  Partes  Reexami- 
nation Procedure 

Section  4608  of  the  Act  states  the  effective  date  and 
applicability  of  the  Optional  Inter  Partes  Reexamination  Pro- 
cedure established  by  Subtitle  F  of  the  Act.  Specifically, 
Section  4608  states  that  the  changes  in  Subtitle  F  "...  shall  take 
effect  on  the  date  of  enactment  of  this  Act  and  shall  apply  to 
any  patent  that  issues  from  an  original  application  filed  in  the 
United  States  on  or  after  that  date." 


The  phrase  "original  application"  is  interpreted  to  encom- 
pass utility,  plant  and  design  applications,  including  first  filed 
applications,  continuations,  divisionals,  continuations-in-part, 
continued  prosecution  applications  (CPAs)  and  the  national 
stage  phase  of  international  applications.  This  interpretation  is 
consistent  with  the  use  of  the  phrase  in  35  U.S.C.  251  and  the 
federal  rules  pertaining  to  reexamination.  In  addition,  section 
201.04(a)  of  the  Manual  of  Patent  Examination  and  Procedure 
(MPEP)  defines  an  original  apphcation  as  "...  an  application 
which  is  not  a  reissue  application."  Section  201.04(a)  of  the 
MPEP  further  states  that  "[a]n  original  application  may  be  a 
first  filing  or  a  continuing  application."  Therefore,  the  Optional 
Inter  Partes  Reexamination  Procedure  is  applicable  to  patents 
which  issue  from  all  applications  (except  for  reissues)  filed  on 
or  after  November  29,  1999.  A  patent  which  issued  from  an 
application  filed  prior  to  November  29,  1999  with  a  request  for 
continued  examination  (defined  in  section  4403  of  the  Act)  on 
or  after  May  29.  2000,  however,  is  not  eligible  for  the  Optional 
Inter  Partes  Reexamination  Procedure.  A  request  for  continued 
examination  is  not  considered  a  filing  of  an  application 

FOR  FURTHER  INFORMATION  CONTACT:  Jeanne 
Clark  or  Robert  Clarke,  Legal  Advisors  in  the  Special  Program 
Law  Office,  by  telephone  at  (703)  305-1622,  by  fax  at  (703) 
305-1013,  or  by  e-mail  addressed  to 

Jeanne.Clark@USPTO.gov  or  Robert.Clarke@USPTO.gov. 

Stephen  G.  Kunin 

Deputy  Assistant  Commissioner 

for  Patent  Policy  and  Projects 

'The  American  Inventors  Protection  Act  of  1999  is  a  part  of 
the  conference  report  (H.  Rep.  106-479)  on  H.R.  3194, 
Consolidated  Appropriations  Act,  Fiscal  Year  2000.  The  text  of 
the  American  Inventors  Protection  Act  of  1999  is  contained  in 
title  IV  of  S.  1948,  the  Intellectual  Property  and  Communica- 
tions Omnibus  Reform  Act  of  1999  (Public  Law  106-113). 
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(114)      Means  Or  Step  Plus  Function  Limitation 
Under  35  U.S.C.  §  112,  6th  Paragraph 

The  following  guidelines  have  been  distributed  to  patent 
examiners  for  guidance  on  examining  practice  and  procedure 
relating  to  limitations  falling  under  35  U.S.C.  §  112,  6th 
paragraph,  after  In  re  Donaldson,  29  USPQ2d  1845  (Fed. 
Cir.1994).  These  guidelines  will  be  incorporated  into  the 
Manual  of  Patent  Examining  Procedure. 


April  20,  1994 


CHARLES  E.  VAN  HORN 

Patent  Policy  and  Projects 

Administrator 


Examination  Guidelines  For  Claims 
Reciting  A  "Means  or  Step  Plus  Function"Limitation 
In  Accordance  With  35  U.S.C.  §  112,  6th  Paragraph 

The  purpose  of  this  memo  is  to  set  forth  guidelines  for  the 
examination  of  §  112,  6th  paragraph  "means  or  step  plus 
function"  limitations  in  a  claim.  The  court  of  Appeals  for  the 
Federal  Circuit,  in  its  en  banc  decision  In  re  Donaldson,  29 
USPQ2d  1845  (Fed.  Cir.  1994),  decided  that  a  "means-or-step- 
plus-function"  limitation  should  be  interpreted  in  a  manner 
different  than  patent  examining  practice  has  dictated  for  at  least 
the  last  forty-two  years.  The  Donaldson  decision  affects  only 
the  manner  in  which  the  scope  of  a  "means  or  step  plus 
function"  limitation  in  accordance  with  §  1 12,  6th  paragraph,  is 
interpreted  during  examination.  Donaldson  does  not  directly 
affect  the  manner  in  which  any  other  section  of  the  patent 
statutes  is  interpreted  or  applied.  When  making  a  determina- 
tion of  patentability  under  35  U.S.C.  §§  102  or  103,  past 
practice  was  to  interpret  a  "means  or  step  plus  function" 
limitation  by  giving  it  the  "broadest  reasonable  interpretation." 
Under  the  PTO's  long-standing  practice  this  meant  interpreting 
such  a  limitation  as  reading  on  any  prior  art  means  or  step 
which  performed  the  function  specified  in  the  claim  without 
regard  for  whether  the  prior  art  means  or  step  was  equivalent 
to  the  corresponding  structure,  material  or  acts  described  in  the 
specification.  However,  in  Donaldson  the  Federal  Circuit 
stated  that:  Per  our  holding,  the  "broadest  reasonable  interpre- 
tation" that  an  examiner  may  give  means-plus-function  Ian- 
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guage  is  that  statutorily  mandated  in  paragraph  six.  Accord- 
ingly, the  pro  may  not  disregard  the  structure  disclosed  in  the 
specification  corresponding  to  such  language  when  rendering  a 
patent  ability  determination/  Thus,  effective  immediately, 
examiners  shall  interpret  a  §  112,  6th  paragraph  "means  or  step 
plus  function"  limitation  in  a  claim  as  limited  to  the  corre- 
sponding structure,  materials  or  acts  described  in  the  specifi- 
cation and  equivalents  thereof  in  accordance  with  the  follow- 
ing guidelines. 

I.  Identifying  a  §  112,  6th  paragraph  limitation 

Although  there  is  no  magic  language  that  must  appear  in  a 
claim  in  order  for  it  to  fall  within  the  scope  of  §  112,  6th 
paragraph,  it  must  be  clear  that  the  element  in  the  claim  is  set 
forth,  at  least  in  part,  by  the  function  it  performs  as  opposed  to 
the  specific  structure,  material,  or  acts  that  perform  the 
function.  Limitations  that  fall  within  the  scope  of  §  112,  6th 
paragraph  include: 

(1)  a  jet  driving  device  so  constructed  and  located  on  the 
rotor  as  to  drive  the  rotor  .  .  ."  ["means"  unnecessary] 

(2)  "printing  means"  and  "means  for  printing"  would  have 
the  same  connotations'* 

(3)  force  generating  means  adapted  to  provide  .  .  ^ 

(4)  call  cost  register  means,  including  a  digital  display  for 
providing  a  substantially  instantaneous  display  for  .  .  .^ 

(5)  reducing  the  coefficient  of  friction  of  the  resulting  film^ 
[step  plus  function;  "step"  unnecessary],  and 

(6)  raising  the  Ph  of  the  resultant  pulp  to  about  5.0  to 
precipitate  .  .  7 

In  the  event  that  it  is  unclear  whether  the  claim  limitation 
faUs  within  the  scope  of  §  112,  6th  paragraph,  a  rejection  under 
§  112,  2d  paragraph  may  be  appropriate.  Donaldson  does  not 
affect  the  holding  of  In  re  Hyatt,  708  F.2d  712,  218  USPQ  195 
(Fed.  Cir.  1983)  to  the  effect  that  a  single  means  claim  does  not 
comply  with  the  enablement  requirement  of  §  112,  first 
paragraph.  As  Donaldson  appUes  only  to  an  interpretation  of  a 
limitation  drafted  to  correspond  to  §  112,  6th  paragraph,  which 
by  its  terms  is  limited  to  "an  element  in  a  claim  to  a 
combination,"  it  does  not  affect  a  limitation  in  a  claim  which  is 
not  directed  to  a  combination. 

II.  Examining  procedure 

A.  Scope  of  the  Search  and  Identification  of  the  Prior  Art 

As  noted  above,  in  Donaldson  the  Federal  Circuit  recog- 
nized that  it  is  important  to  retain  the  principle  that  claim 
language  should  be  given  its  broadest  reasonable  interpreta- 
tion. This  principle  is  important  because  it  helps  insure  that  the 
statutory  presumption  of  validity  attributed  to  each  claim  of  an 
issued  patent  is  warranted  by  the  search  and  examination 
conducted  by  the  examiner.  It  is  also  important  from  the 
standpoint  that  the  scope  of  protection  afforded  by  patents 
issued  prior  to  Donaldson  are  not  unnecessarily  limited  by  the 
latest  interpretation  of  this  statutory  provision.  Finally,  it  is 
important  from  the  standpoint  of  avoiding  the  necessity  for  a 
patent  specification  to  become  a  catalogue  of  existing  technol- 
ogy.' 

The  Donaldson  decision  thus  does  not  substantially  alter 
examining  practice  and  procedure  relative  to  the  scope  of  the 
search.  Both  before  and  after  Donaldson,  the  application  of  a 
prior  art  reference  to  a  means  or  step  plus  function  limitation 
requires  that  the  prior  art  element  perform  the  identical 
function  specified  in  the  claim.  However,  if  a  prior  art 
reference  teaches  identity  of  function  to  that  specified  in  a 
claim,  then  under  Donaldson  an  examiner  carries  the  initial 
burden  of  proof  for  showing  that  the  prior  art  structure  or  step 
is  the  same  as  or  equivalent  to  the  structure,  material,  or  acts 
described  in  the  specification  which  has  been  identified  as 
corresponding  to  the  claimed  means  or  step  plus  function. 

The  "means  or  step  plus  function"  limitation  should  be 
interpreted  in  a  manner  consistent  with  the  specification 
disclosure.  If  the  specification  defines  what  is  meant  by  the 
limitation  for  the  purposes  of  the  claimed  invention,  the 
examiner  should  interpret  the  limitation  as  having  that  mean- 
ing. If  no  definition  is  provided,  some  judgment  must  be 
exercised  in  determining  the  scope  of  the  limitation. 

B.  Making  a  prima  facie  case  of  equivalence 

If  the  examiner  finds  that  a  prior  art  element  performs  the 
function  specified  in  the  claim,  and  is  not  excluded  by  any 
explicit  definition  provided  in  the  specification  for  an  equiva- 
lent, the  examiner  should  infer  from  that  finding  that  the  prior 
art  element  is  an  equivalent,  and  should  then  conclude  that  the 


claimed  limitation  is  anticipated  by  the  prior  art  element.  The 
burden  then  shifts  to  applicant^  to  show  that  the  element  shown 
in  the  prior  art  is  not  an  equivalent  of  the  structure,  material  or 
acts  disclosed  in  the  application.  In  re  Mulder,  716  F.2d  1542, 
219  USPQ  189  (Fed.  Cir.  1983).'°  The  factors  to  be  considered 
when  determining  whether  the  applicant  has  successfully  met 
the  burden  of  proving  that  the  prior  art  element  is  not 
equivalent  to  the  structure,  material  or  acts  described  in  the 
applicant's  specification  are  discussed  below. 

However,  even  where  the  applicant  has  met  that  burden  of 
proof  and  has  shown  that  the  prior  art  element  is  not  equivalent 
to  the  structure,  material  or  acts  described  in  the  applicant's 
specification,  the  examiner  must  still  make  a  §  103  analysis  to 
determine  if  the  claimed  means  or  step  plus  function  is  obvious 
from  the  prior  art  to  one  of  ordinary  skill  in  the  art.  Thus,  while 
a  finding  of  non-equivalence  prevents  a  prior  art  element  from 
anticipating  a  means  or  step  plus  function  limitation  in  a  claim, 
it  does  not  prevent  the  prior  art  element  from  rendering  the 
claim  limitation  obvious  to  one  of  ordinary  skill  in  the  art. 

Because  the  exact  scope  of  an  "equivalent"  may  be  uncer- 
tain, it  would  be  appropriate  to  apply  a  §  102/§  103  rejection 
where  the  balance  of  the  claim  limitations  are  anticipated  by 
the  prior  art  relied  on.' '  In  addition,  although  it  is  normally  the 
best  practice  to  rely  on  only  the  best  prior  art  references  in 
rejecting  a  claim,  alternative  grounds  of  rejection  may  be 
appropriate  where  the  prior  art  shows  elements  that  are 
different  from  each  other,  and  different  from  the  specific 
structure,  material  or  acts  described  in  the  specification,  yet 
perform  the  function  specified  in  the  claim. 

C.  Determining  whether  an  applicant  has  met  the  burden  of 
provingnon-equivalence  after  a  prima  facie  case  is  made 

If  the  appUcant  disagrees  with  the  inference  of  equivalence 
drawn  from  a  prior  art  reference,  the  applicant  may  provide 
reasons  why  the  applicant  believes  the  prior  art  element  should 
not  be  considered  an  equivalent  to  the  specific  structure, 
material  or  acts  disclosed  in  the  specification.  Such  reasons 
may  include,  but  are  not  limited  to:  1)  teachings  in  the 
specification  that  particular  prior  art  is  not  equivalent,  2) 
teachings  in  the  prior  art  reference  itself  that  may  tend  to  show 
non-equivalence,  or  3)  Rule  132  affidavit  evidence  of  facts 
tending  to  show  non-equivalence. 

When  the  applicant  rehes  on  teachings  in  apphcant's  own 
specification,  the  examiner  must  make  sure  that  the  applicant  is 
interpreting  the  "means  or  step  plus  function"  limitation  in  the 
claim  in  a  manner  which  is  consistent  with  the  disclosure  in  the 
specification.  If  the  specification  defines  what  is  meant  by 
"equivalents"  to  the  disclosed  embodiments  for  the  purpose  of 
the  claimed  means  or  step  plus  function,  the  examiner  should 
interpret  the  limitation  as  having  that  meaning.  If  no  definition 
is  provided,  some  judgment  must  be  exercised  in  determining 
the  scope  of  "equivalents."  Generally,  an  "equivalent"  is 
interpreted  as  embracing  more  than  the  specific  elements 
described  in  the  specification  for  performing  the  specified 
function,''  but  less  than  any  element  that  performs  the  function 
specified  in  the  claim. 

The  scope  of  equivalents  embraced  by  a  claim  limitation  is 
dependent  on  the  interpretation  of  an  "equivalent."  The  inter- 
pretation will  vary  depending  on  how  the  element  is  described 
in  the  supporting  specification.  The  claim  may  or  may  not  be 
limited  to  particular  structure,  material  or  acts  (e.g.  steps)  as 
opposed  to  any  and  all  structure,  material  or  acts  performing 
the  claimed  function,  depending  on  how  the  specification  treats 
that  question. 

If  the  disclosure  is  so  broad  as  to  encompass  any  and  all 
structure,  material  or  acts  for  performing  the  claimed  function, 
the  claims  must  be  read  accordingly  when  determining  patent- 
ability. When  this  happens  the  limitation  otherwise  provided 
by  "equivalents"  ceases  to  be  a  limitation  on  the  scope  of  the 
claim  in  that  an  equivalent  would  be  any  structure,  material  or 
act  other  than  the  ones  described  in  the  specification  that 
perform  the  claimed  function.  For  example,  this  situation  will 
often  be  found  in  cases  where  (1)  the  claimed  invention  is  a 
combination  of  elements,  one  or  more  of  which  are  selected 
from  elements  that  are  old  per  se,  or  (2)  apparatus  claims  are 
treated  as  indistinguishable  from  method  claims.'^ 

On  the  other  end  of  the  spectrum,  the  "equivalents"  limita- 
tion as  appfied  to  a  claim  may  also  operate  to  constrict  the 
claim  scope  to  the  point  of  covering  virtually  only  the 
disclosed  embodiments.  This  can  happen  in  circumstances 
where  the  specification  describes  the  invention  only  in  the 
context  of  a  specific  structure,  material  or  act  that  is  used  to 
perform  the  function  specified  in  the  claim. 
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When  deciding  whether  an  applicant  has  met  the  burden  of 
proof  with  respect  to  showing  non-equivalence  of  a  prior  art 
element  that  performs  the  claimed  function,  the  following 
factors  may  be  considered.  First,  unless  an  element  performs 
the  identical  function  specified  in  the  claim,  it  cannot  be  an 
equivalent  for  the  purposes  of  §  112,  6th  paragraph.'"* 

Second,  while  there  is  no  litmus  test  for  an  "equivalent"  that 
can  be  applied  with  absolute  certainty  and  predictability,  there 
are  several  indicia  that  are  sufficient  to  support  a  conclusion 
that  one  element  is  or  is  not  an  "equivalent"  of  a  different 
element  in  the  context  of  §  112,  6th  paragraph.  Among  the 
indicia  that  will  support  a  conclusion  that  one  element  is  or  is 
not  equivalent  of  another  are: 

1)  Whether  the  prior  art  element  performs  the  function 
specified  in  the  claim  in  substantially  the  same  way,  and 
produces  substantially  the  same  results  as  the  corresponding 
element  disclosed  in  the  specification.''' 

2)  Whether  a  person  of  ordinary  skill  in  the  art  would  have 
recognized  the  interchangeability  of  the  element  shown  in  the 
prior  art  for  the  corresponding  element  disclosed  in  the 
specification.'^ 

3)  Whether  the  prior  art  element  is  a  structural  equivalent  of 
the  corresponding  element  disclosed  in  the  specification  being 
examined.'^  That  is,  the  prior  art  element  performs  the 
function  specified  in  the  claim  in  substantially  the  same 
manner  as  the  function  is  performed  by  the  corresponding 
element  described  in  the  specification. 

4)  Whether  the  structure,  material  or  acts  disclosed  in  the 
specification  represents  an  insubstantial  change  which  adds 
nothing  of  significance  to  the  prior  art  element.  ^^ 

These  examples  are  not  intended  to  be  an  exhaustive  list  of 
the  indicia  that  would  support  a  finding  that  one  element  is  or 
is  not  an  equivalent  of  another  element  for  the  purposes  of  § 
112,  6th  paragraph.  A  finding  according  to  any  of  the  above 
examples  would  represent  a  sufficient,  but  not  the  only 
possible,  basis  to  support  a  conclusion  that  an  element  is  or  is 
not  an  equivalent.  There  could  be  other  indicia  that  also  would 
support  the  conclusion. 

In  determining  whether  arguments  or  Rule  132  evidence 
presented  by  an  applicant  are  persuasive  that  the  element 
shown  in  the  prior  art  is  not  an  equivalent,  the  examiner  should 
consider  and  weigh  as  many  of  the  above-indicated  or  other 
indicia  as  are  presented  by  applicant,  and  should  determine 
whether,  on  balance,  the  applicant  has  met  the  burden  of  proof 
to  show  non-equivalence.  However,  under  no  circumstance 
should  an  examiner  accept  as  persuasive  a  bare  statement  or 
opinion  that  the  element  shown  in  the  prior  art  is  not  an 
equivalent  embraced  by  the  claim  limitation.  Moreover,  if  an 
applicant  argues  that  the  "means"  or  "step"  plus  function 
language  in  a  claim  is  limited  to  certain  specific  structural  or 
additional  functional  characteristics  (as  opposed  to  "equiva- 
lents" thereof)  where  the  specification  does  not  describe  the 
invention  as  being  only  those  specific  characteristics,  the  claim 
should  not  be  allowed  until  the  claim  is  amended  to  recite 
those  specific  structural  or  additional  functional  characteris- 
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Finally,  as  in  the  past,  applicant  has  the  opportunity  during 
proceedings  before  the  Office  to  amend  the  claims  so  that  the 
claimed  invention  meets  all  the  statutory  criteria  for  patent- 
ability. An  applicant  may  choose  to  amend  the  claim  by  further 
limiting  the  function  so  that  there  is  no  longer  identity  of 
function  with  that  taught  by  the  prior  art  element,  or  the 
applicant  may  choose  to  replace  the  claimed  means  plus 
function  limitation  with  specific  structure  material  or  acts  that 
are  not  described  in  the  prior  art. 

D.  Related  issues  under  Section  §  112,  first  or  secondpara- 
graphs 

The  Donaldson  decision  may  create  some  uncertainty  as  to 
what  applicant  regards  as  the  invention.  If  this  issue  arises,  it 
should  be  addressed  in  a  rejection  under  §  112,  2d  paragraph. 
While  §  1 12,  6th  paragraph  permits  a  particular  form  of  claim 
limitation,  it  cannot  be  read  as  creating  an  exception  either  to 
the  description,  enablement  or  best  mode  requirements  of  the 
paragraph  or  the  definiteness  requirement  of  the  2d  paragraph 
of  §  112.  In  re  Knowlton,  481  F.2d  1357,  178  USPQ  486 
(CCPA  1973). 

If  a  "means  or  step  plus  function"  limitation  recited  in  a 
claim  is  not  supported  by  corresponding  structure,  material  or 
acts  in  the  specification  disclosure,  the  following  rejections 
should  be  considered:  (1)  under  §  112,  1st  paragraph,  as  not 
being  supported  by  an  enabling  disclosure  because  the  person 
skilled  in  the  art  would  not  know  how  to  make  and  use  the 
invention  without  a  description  of  elements  to  perform  the 


function;-"  (2)  under  §  112,  2d  paragraph,  as  being  indefinite 
because  the  element  or  step  is  not  defined  in  the  specification 
by  corresponding  structure,  material  or  acts;  and  (3)  under  §§ 
102  or  103  where  the  prior  art  anticipates  or  renders  obvious 
the  claimed  subject  matter  including  the  means  or  step  that 
performs  the  function  specified  in  the  claim.  [Theory:  since 
there  is  no  corresponding  structure,  etc.  in  the  specification  to 
limit  the  means  or  step  plus  function  limitation,  an  equivalent 
is  any  element  that  performs  the  specified  function]. 

III.  Avoid  confusion  with  the  doctrine  of  equivalents 

An  "equivalent"  for  the  purposes  of  §  112,  6th  paragraph, 
should  not  be  confused  with  the  doctrine  of  equivalents.  The 
doctrine  of  equivalents,  most  often  associated  with  Graver 
Tank  &  Mfg.  Co.  v.  Linde  Air  Products,  339  U.S.  605,  85 
USPQ  328  (1950),  is  sometimes  applied  to  do  equity  among 
the  parties  before  the  court  in  an  infringement  action  involving 
an  issued  patent.  The  doctrine  typically  involves  a  three-part 
inquiry  -  whether  an  accused  device  performs  substantially  the 
same  function,  in  substantially  the  same  way,  to  obtain 
substantially  the  same  result  as  the  claimed  invention. Section 
§  112,  6th  paragraph  limits  the  scope  of  the  broad  language  of 
"means  or  step  plus  function"  limitations,  in  a  claim  to  a 
combination,  to  the  structures,  materials  and  acts  described  in 
the  specification  and  equivalents  thereof.  The  doctrine  of 
equivalents  equitably  expands  exclusive  patent  rights  beyond 
the  literal  scope  of  a  claim.-'  Accordingly,  decisions  involving 
the  doctrine  of  equivalents  should  not  unduly  influence  a 
determination  under  §  112,  6th  paragraph  during  ex  parte 
examination. 

'/«  re  Donaldson,  29  USPQ2d  1845,  1850  (Fed.  Cir.  1994). 

-The  term  "device"  coupled  with  a  function  is  a  proper 
definition  of  structure  in  accordance  with  the  last  paragraph  of 
§  112.  The  addition  of  the  words  "jet  driving"  to  the  term 
"device"  merely  renders  the  latter  more  definite  and  specific. 
Ex  partes  Stanley,  121  USPQ  621  (Bd.  App.  1958). 

^Ex  parte  Klumb,  159  USPQ  694  (Bd.  App.  1967).  However, 
the  terms  "plate"  and  "wing",  as  modifiers  for  the  structureless 
term  "means",  specify  no  function  to  be  performed,  and  do  not 
fall  under  the  last  paragraph  of  §  112. 

^De  Graffereid  v.  V.S.,  20  Ct.  CI.  458,  16  USPQ2d  1321  (Ct. 
CI.  1990) 

^Intellicall  Inc.  v.  Phonometrics,  Inc,  952  F.2d  1384,  21 
USPQ2d  1383  (Fed.  Cir.  1992). 

^/n  re  Roberts,  470  F.2d  1399,  176  USPQ  313  (CCPA  1973). 

^ Ex  parte  Zimmerley,  153  USPQ  367  (Bd.  App.  1966). 

^A  patent  specification  need  not  teach,  and  preferably  omits, 
what  is  well  known  in  the  art.  Hybritech  Inc.  v.  Monoclonal 
Antibodies.  Inc.,  802  F.2d  1367,  1384,  231  USPQ  81,  94  (Fed. 
Cir.  1986). 

^o  further  analysis  of  equivalents  is  required  of  the  examiner 
until  applicant  disagrees  with  the  examiner's  conclusion,  and 
provides  reasons  why  the  prior  art  element  should  not  be 
considered  an  equivalent. 

'""See  also.  In  re  Walter,  618  F.2d  at  768,  205  USPQ  at  407-08, 
(a  case  treating  §  112,  6th  paragraph,  in  the  context  of  a 
determination  of  statutory  subject  matter  and  noting  "If  the 
functionally-defined  disclosed  means  and  their  equivalents  are 
so  broad  that  they  encompass  any  and  every  means  for 
performing  the  recited  functions  ...  the  burden  must  be  placed 
on  the  applicant  to  demonstrate  that  the  claims  are  truly  drawn 
to  specific  apparatus  distinct  from  other  apparatus  capable  of 
performing  the  identical  functions");  In  re  Swinehart,  439  F.2d 
210,  212-13,  169  USPQ  226,  229  (CCPA.  1971)  (a  case  in 
which  the  CCPA  treated  as  improper  a  rejection  under  §  112, 
2d  paragraph,  of  functional  language,  but  noted  that  "where  the 
Patent  Office  has  reason  to  believe  that  a  functional  limitation 
asserted  to  be  critical  for  establishing  novelty  in  the  claimed 
subject  matter  may,  in  fact,  be  an  inherent  characteristic  of  the 
prior  art,  it  possesses  the  authority  to  require  the  applicant  to 
prove  that  the  subject  matter  shown  to  be  in  the  prior  art  does 
not  possess  the  characteristics  relied  on");  and  In  re  Fitzgerald, 
619  F2d  67,  205  USPQ  594  (CCPA  1980)  (a  case  indicating 
that  the  burden  of  proof  can  be  shifted  to  the  applicant  to  show 
that  the  subject  matter  of  the  prior  art  does  not  possess  the 
characteristic  relied  on  whether  the  rejection  is  based  on 
inherency  under  102  or  obviousness  under  103). 
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''A  similar  approach  is  authorized  in  the  case  of  product-by- 
process  claims  because  the  exact  identity  of  the  claimed 
product  or  the  prior  art  product  cannot  be  determined  by  the 
examiner.  In  re  Brown,  450  F.2d  531,  173  USPQ  685  (CCPA 
1972). 

'^To  interpret  "means  plus  function"  limitations  as  limited  to  a 
particular  means  set  forth  in  the  specification  would  nulhfy  the 
provisions  of  §  112  requiring  that  the  limitation  shall  be 
construed  to  cover  the  structure  described  in  the  specification 
and  equivalents  thereof.  D.M.I. ,  Inc.  v.  Deere  &  Co.,  755  F.2d 
1570,  1574,  225  USPQ  236,  238  (Fed.  Cir.  1985). 

^^ See,  for  example.  In  re  Meyer,  688  F.2d  789,  215  USPQ  193 
(1982);  In  re  Abele,  618  F.2d  at  768,  205  USPQ  at  407-08;  In 
re  Walter,  618  F.2d  758,  767,  205  USPQ  397,  406-07  (CCPA. 
1980);  In  re  Maucorps,  609  F2d  481,  203  USPQ  812  (CCPA. 
1979);  In  re  Johnson,  589  F.2d  1070,  200  USPQ  199  (CCPA. 
1978);  and  In  re  Freeman,  573  F.2d  at  1246,  197  USPQ  at  471. 

^^Pennwalt  Corp.  v.  Durand-Wayland,  Inc.,  833  F.2d  931,  4 
USPQ2d  1737  (Fed.  Cr  1987),  cert,  denied,  484  U.S.  961 
(1988). 

^^ Lockheed  Aircraft  Corporation  v.  United  States,  193  USPQ 
449,  461  (Ct.  CI.  1977).  Graver  Tank  concepts  of  equivalents 
are  relevant  to  any  "equivalents"  determination.  Polumbo  v. 
Don-Joy  Co.,  762  F2d  969,  975,  n.  4,  226  USPQ  5,  8-9,  n.  4 
(Fed.  Cir.  1985). 

^^Lockheed  Aircraft  Corporation  v.  United  States,  193  USPQ 
449,  461  (Ct.  cl.  1977).  Data  Line  corp.  v.  Micro  Technologies, 
Inc.,  813  F.2d  1196,  1  USPQ2d  2052  (Fed.  Cir.  1987). 

^7n  re  Bond,  910  F.2d  831,  15  USPQ2d  1566  (Fed.  Cir.  1990). 

^^Valmont  Industries.  Inc.  v.  Reinke  Manufacturing  Co.  Inc., 
983  F.2d  1039,  25  USPQ2d  1451  (Fed.  Cir.  1993). 

'^Otherwise,  a  claim  could  be  allowed  having  broad  fiinctional 
language  which  in  reality  is  limited  to  only  the  specific 
structure  or  steps  disclosed  in  the  specification.  This  would  be 
contrary  to  public  policy  of  granting  patents  which  provide 
adequate  notice  the  public  as  to  a  claim's  true  scope. 

^"The  description  of  an  apparatus  with  block  diagrams  describ- 
ing the  function,  but  not  the  structure,  of  the  apparatus  is  not 
fatal  under  the  enablement  requirement  of  §  112,  1st  para- 
graph, as  long  as  the  structure  is  conventional  and  can  be 
determined  without  an  undue  amount  of  experimentation.  In  re 
Ghiron,  442  F.2d  985,  991,  169  USPQ  723,  727  (CCPA  1971). 

^Walmont  Industries  Inc.  v.  Reinke  Manufacturing  Co.,  Ind., 
983  F.2d  1039,  1043,  1044,  25  USPQ2d  1451,  1455  (Fed.  Cir. 

1993). 
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Notification  of  Required  and 

Optional  Search  Criteria  for 

Computer  Implemented  Business  Method 

Patent  Applications  in  Class  705,  and 

Request  for  Comments 


AGENCY:  United  States  Patent  and  Trademark  Office,  Com- 
merce. 

ACTION:  Notice  of  request  for  public  comments. 

SUMMARY:  The  United  States  Patent  and  Trademark  Office 
(USPTO)  is  providing  notification  to  the  public  of  required  and 
optional  search  criteria  used  during  examination  of  patent 
applications  related  to  computer-implemented  Business  Meth- 
ods in  Class  705.  The  Office  is  seeking  comments  concerning 
databases,  documenting  practices,  procedures,  and  develop- 
ments, in  addition  to  those  listed  in  this  notice,  in  specific 
industries  within  the  computer-implemented  business  method 
field,  to  identify  additional  information  and  materials  that 
could  be  considered  during  the  examination  process. 


DATES:  The  recommended  database  will  be  reviewed  quar- 
terly. Database  recommendations  received  before  June  30, 
2001,  will  be  included  in  the  first  evaluation  process  which  will 
commence  on  July  31,  2001.  Results  of  the  evaluation  of  the 
first  group  of  database  recommendations  should  be  completed 
by  September  30,  2001.  The  schedule  through  June  of  2002  is 
set  forth  in  the  Supplementary  Information  section. 

FOR  FURTHER  INFORMATION  CONTACT:  Gail  Hayes 
by  telephone  at  (703)  305-9711  or  by  fax  at  (703)  305-0040,  or 
James  Trammell  by  telephone  at  (703)  305-9768  or  by  fax  at 
(703)  308-1396. 

ADDRESSES:  Cormnents  should  be  sent  by  electronic  mail 
message  over  the  internet  addressed  to 
Robert.Clarke@USPTO.gov.  Comments  may  also  be  submit- 
ted by  mail  addressed  to:  Box  Comments — Patents,  Commis- 
sioner for  Patents,  Washington,  D.C  20231,  or  by  facsimile  to 
(703)  872-9399  or  (703)  308-6916,  marked  to  the  attention  of 
Robert  A.  Clarke.  Although  comments  may  be  submitted  by 
mail  or  facsimile,  the  Office  prefers  to  receive  comments  via 
the  Internet.  If  comments  are  submitted  by  mail,  the  Office 
would  prefer  that  comments  be  submitted  on  a  DOS  formatted 
3  1/2  inch  disk  accompanied  by  a  paper  copy. 

The  comments  will  be  available  for  public  inspection  at  the 
Office  of  Patent  Legal  Administration,  Office  of  the  Deputy 
Commissioner  for  Patent  Examination  Policy,  located  at  Room 
3-C23  of  Crystal  Plaza  4,  2201  South  Clark  Place,  Arlington, 
Virginia,  and  will  be  available  through  anonymous  file  transfer 
protocol  (ftp)  via  the  Internet  (address:  http://www.uspto.gov). 
Since  comments  will  be  made  available  for  public  inspection, 
information  that  is  not  desired  to  be  made  public,  such  as  an 
address  or  phone  number,  should  not  be  included  in  the 
comments. 

SUPPLEMENTARY  INFORMATION: 

1.  Background 

On  March  29,  2000,  the  Director  of  the  USPTO  announced 
the  USPTO  Business  Methods  Patent  Initiative:  An  Action 
Plan.  One  step  in  that  action  plan  called  for: 

Industry  Outreach 

Industry  Feedback:  A  greater  effort  will  be  made  to  obtain 
industry  feedback  on  prior  art  resources  used  by  the  USPTO, 
solicit  input  on  other  databases  and  information  collections  and 
sources,  and  expand  prior  art  collections. 

2.  Purpose 

This  announcement  is  a  request  for  input  on  the  USPTO 
search  resources  that  are  employed  in  ^e  examination  of 
business  method  patent  applications  in  Class  705.  By  this 
process  the  USPTO  hopes  to  achieve  two  significant  results. 
First  to  inform  the  public  of  the  prior  art  resources  that  are 
currently  available  to  the  Office.  Second  to  identify  additional 
information  and  materials  that  could  be  considered  during  the 
examination  process. 

The  announcement  is  presented  in  two  major  sections;  the 
listing  of  the  current  USPTO  prior  art  resources  and  the 
process  for  providing  comments  on  that  listing.  The  fisting  of 
the  current  USPTO  prior  art  resources  includes  a  detailed 
description  of  the  mandatory  search  that  is  now  required  for  all 
patent  applications  examined  in  Class  705.  In  the  important 
area  of  non-patent  literature  (NPL),  the  listing  also  sets  forth  a 
further  identification  of  other  prior  art  resources  that  are 
available  to  the  patent  examiners  and  may,  in  accordance  with 
their  professional  judgment,  be  searched  during  the  examina- 
tion process.  The  section  relating  to  the  process  for  submitting 
comments  to  the  USPTO  details  the  primary  type  of  informa- 
tion the  Office  is  seeking,  how  the  input  may  be  submitted,  and 
a  general  description  of  the  process  the  Office  will  employ  in 
considering  the  comments  received.  The  USPTO  will  fully 
consider  all  comments  and  suggestions  submitted  in  accor- 
dance with  the  guidelines  set  forth  below. 

Table  of  Contents 

I.  Current  USPTO  Prior  Art  Resources 

A.  U.S.  Patents 

1.  Classified  (Mandatory  Search) 

2.  Text  (Mandatory  Seaich) 

B.  Foreign  Patents  (Mandatory  Search) 
C  Non-Patent  Literamre  (NPL) 

1.  Core  Databases  (Mandatory  Search) 

2.  Supplemental  Resources 
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a.  Commercial  Database  Services 

b.  Books,  Technical  Reports,  and  Conference  Proceedings 

c.  Journals 

d.  Web-based  Resources  and  Internet  Usage  Policy 

e.  Interlibrary  Loan 

n.  Process  for  Providing  Comments 

A.  Resource  Recommendations 

B.  Criteria  for  Evaluation — Searchable  Databases 

C.  Schedule  to  Evaluate  Recommended  Resources 

I.  Current  USPTO  Prior  Art  Resources  for  Examination  of 
Business  Method  Patent  Applications  in  Class  705 

Examiners  are  required  to  search  three  main  types  of  prior 
art  when  examining  every  class  705  application:  U.S.  patents, 
foreign  patents,  and  NPL. 

A.  U.S.  Patents 

1.  Classified  (Mandatory  Search) 

The  USPTO  uses  a  classification  schedule  to  sort  and  store 
all  patents  issued.  The  classification  schedule  is  structured  into 
class  and  subclass  sections.  For  example,  a  patent  on  a 
computerized  method  of  determining  insurance  claims  is 
classified  in  class  705  "Data  Processing:  Financial,  Business 
Practice,  Management,  or  Cost/Price  Determination",  and 
located  in  subclass  4,  "Insurance."  Thus,  the  exact  classifica- 
tion of  this  patent  is  705/4. 

A  search  of  an  application  with  claims  directed  to  the 
business  art  includes  a  classified  search  in  at  least  the  subclass 
which  the  claimed  subject  matter  of  the  application  would  be 
properly  classified.  This  is  referred  to  as  an  original  classifi- 
cation (OR).  A  search  of  an  application  with  multiple  indepen- 
dent claims,  some  of  which  if  presented  separately  would  have 
been  classified  as  an  original  classification  in  other  areas,  will 
be  searched  in  each  of  the  relevant  classes  and  subclasses. 

Examiners  are  not  required  to  search  areas  in  which  it  is 
reasonably  determined  that  there  is  a  low  probability  of  finding 
the  best  reference(s).  In  outlining  a  field  of  search,  the 
examiner  notes  every  class  and  subclass  under  the  U.S.  Patent 
Classification  that  may  have  material  pertinent  to  the  subject 
matter  as  claimed.  Every  subclass,  digest,  and  cross-reference 
art  collection  pertinent  to  each  type  of  invention  claimed  is 
included,  from  the  largest  combination  through  the  various 
subcombinations.  The  field  of  search  extends  to  all  probable 
areas  relevant  to  the  claimed  subject  matter  and  covers  the 
disclosed  features  which  might  reasonably  be  expected  to  be 
claimed.  The  examiner  consults  with  other  examiners  and/or 
supervisory  patent  examiners,  especially  with  regard  to  appli- 
cations covering  subject  matter  unfamiliar  to  the  examiner.  The 
areas  to  be  searched  are  prioritized  so  that  the  areas  where 
relevant  prior  art  is  most  likely  to  be  found  are  searched  first. 
(For  more  information,  see  the  MPEP,  http://www.uspto.gov/ 
web/offices/pac/mpep/index.html} 

Class  705  Schedule.  The  schedule  for  Class  705  is  posted  on 
the  home  page  for  the  USPTO  at  http://www.uspto.gov/web/ 
offices/ac/ido/  oeip/taf/moc/705.  htm. 

2.  Text  (Mandatory  Search) 

Examiners  are  also  required  to  perform  a  text  search  of  U.S. 
patents.  Examiners  use  Boolean  and  proximity  operators  to 
search  keywords  and  multiple  concept  terms  to  retrieve  U.S. 
patents  relevant  to  the  application.  Concept  terms  are  derived 
from  many  aspects  of  the  invention  including,  but  not  limited 
to:  Background  of  the  invention;  Objects  of  the  invention; 
Technological  and  field  of  use  environment;  Prior  effort/work; 
Problem  to  be  solved;  Major  advantages/outcomes;  How  the 
problem  is  solved;  How  components  relate;  Functionality;  and 
Environment — Field  of  Use. 

B.  Foreign  Patents  (Mandatory  Search) 

Examiners  are  also  required  to  perform  a  text  search  in  the 
Foreign  Patent  Databases  indicated  below.  Concept  and  key- 
words terms  are  searched  using  Boolean  and  proximity  opera- 
tors with  search  strategies  tailored  to  these  databases.  The 
name  of  each  database  listed  below  is  followed  by  the  name  of 
the  database  producer. 

Derwent  World  Patents  Index  [Derwent  Information] 
European  Patents  Fulltext  [European  Patent  OflBce] 
JAPIO — Patent  Abstracts  of  Japan  [Japan  Patent  Information 
Organization] 
WIPO/PCT  Patents  Fulltext  [MicroPatent  LLC] 


C  Non-Patent  Literature  (NPL) 

The  examination  procedure  for  patent  applications  includes 
text  searching  of  commercially  available  databases  to  identify 
relevant  NPL.  Examples  of  NPL  include  journal  articles, 
newspaper  articles,  books,  software  manuals,  conference  pro- 
ceedings, and  standards. 

Commercial  database  providers  with  extensive  content  cov- 
erage, powerful  search  interfaces,  and  the  capability  to  simul- 
taneously search  multiple  files  provide  the  primary  resources 
to  eflFectively  search  large  quantities  of  NPL.  Examples  of  the 
search  services  used  in  the  USPTO  include  DataStar,  Dialog, 
Lexis/Nexis,  Questel/Orbit,  STN,  and  Westlaw.  These  services 
provide  access  to  hundreds  of  databases  from  commercial 
producers.  Through  a  single  set  of  search  operations,  applied 
simultaneously  to  multiple  database  files  of  NPL  selected 
according  to  the  core  and  subclass  specific  criteria  specified 
below,  through  a  single  commercial  database  provider,  an 
examiner  can  retrieve  search  results  simultaneously  from 
across  multiple  NPL  sources  using  a  single  search  strategy 
commonly  applicable  to  all  accessed  files.  The  USPTO  also 
subscribes  to  other  resources  and  databases  to  provide  exam- 
iners with  additional  sources  for  supplemental  searches.  These 
resources  are  noted  in  the  section  of  this  notice  regarding 
Supplemental  Resources. 

1.  Mandatory 

USPTO  staff  have  in-depth  expertise  on  commercial  data- 
base services  and  their  products.  Based  on  this  knowledge, 
databases  with  business-related  literature  were  reviewed.  Rep- 
resentative databases  were  chosen  as  mandatory  resources  to 
be  searched  for  business  cases.  Several  factors  were  considered 
during  the  review  of  these  databases  including  coverage  of 
business-related  topics,  date  coverage  (including  older  materi- 
als), and  inclusion  in  commercial  database  services  which 
allow  for  simultaneous  searching  of  numerous  databases.  The 
databases  selected  are  considered  the  "core"  or  "mandatory" 
NPL  databases  that  must  be  searched  for  business  method 
patent  applications.  This  list  is  not  intended  to  be  exhaustive  or 
comprehensive.  However,  by  searching  these  databases,  the 
examiner  has  searched  a  wide  range  of  resources  that  can 
provide  significant  and  relevant  prior  art  for  business  method 
cases.  Examiners  are  not  restricted  to  searching  the  databases 
in  this  list.  If,  in  the  examiner's  professional  judgment,  other 
prior  art  resources  should  be  searched,  they  have  hundreds  of 
additional  databases  available  (e.g.  commercial  database  ven- 
dors mentioned  above)  to  search. 

The  first  section  of  the  core  database  list,  designated  as 
"Non-Patent  Literature  Core  Databases,"  includes  databases 
that  are  searched  for  every  case  classified  in  Class  705. 
Databases  that  may  provide  significant  resources  of  NPL 
relevant  to  specific  subclasses  are  designated  as  "Subject 
Specific  Databases." 

For  example,  an  application  on  a  computerized  method  of 
determining  insurance  claims  is  classified  in  class  705  and 
subclass  4.  All  the  core  NPL  databases  in  addition  to  the 
subject  specific  databases  listed  under  subclass  4  are  searched 
for  NPL. 

Business  examiners  are  required  to  perform  a  text  search  in 
the  NPL  databases  listed  below.  Concept  and  keywords  terms 
are  searched  using  Boolean  and  proximity  operators  with 
search  strategies  tailored  to  these  databases. 

The  name  of  each  database  (except  for  newspapers)  is 
followed  by  the  name  of  the  database  producer. 

CLASS  705  CORE  DATABASES 

NPL  Core  Databases.   All  Class  705   applications  will  be 
searched  in  the  following  databases: 
A  B  I/IN  FORM®  [Btll  &  Howell  Information  and  Learning] 
Business  &  Industry'^'^  [Responsive  Database  Services,  Inc.] 
Business  Week  [The  McGraw-Hill  Companies  Publications 
Online] 

Business  Wire  [Business  Wire] 
Computer  Database^  [The  Gale  Group] 
Conference  Papers  Index  [Cambridge  Scientific  Abstracts] 
Dissertation  Abstracts  Online  [Bell  &  Howell  Information  and 
Learning] 

Globalbase"^'^  [The  Gale  Group] 
Inside  Conferences  [The  British  Library] 
INSPEC  [INSPEC,  Inc.] 

Internet  &  Personal  Computing  Abstracts®  [Information  To- 
day, Inc.] 
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The    McGraw-Hill    Companies    Publications    Online    [The 
McGraw-Hill  Companies,  Inc.] 

Microcomputer  Software  Guide  Online®  [R.  R.  Bowker  Com- 
pany] 

New  Product  Announcements/Plus®  (NPA/Plus)   [The  Gale 
Group] 

Newsletter  Database^  [The  Gale  Group] 
Newspapers 

Financial  Times  Abstracts 
New  York  Times  Abstracts 
San  Jose  Mercury  News 
Wall  Street  Journal  Abstracts 
PR  Newswire  [PR  Newswire  Association,  Inc.] 
PROMT®  [The  Gale  Group] 

Softbase:   Reviews,   Companies,   and  Products   [Information 
Sources,  Inc.] 

Trade  &  Industry  Database!^  [The  Gale  Group] 
Wilson  Applied  Science  and  Technology  Abstracts  [The  H.W. 
Wilson  Company] 

World  Reporter   [The  Dialog   Corporation,   Dow  Jones   & 
Company  and  Financial  Times  Information] 

Subject  Specific  Databases.  There  are  other  databases  which 
contain  significant  NFL  resources  relevant  to  specific  Class 
705  subclasses.  Therefore,  additional  core  databases  are  hsted 
for  the  subclasses  indicated  in  this  section.  Examiners  are 
required  to  search  these  databases  during  the  examination  of 
cases  classified  under  these  subclasses.  In  this  list,  the  subclass 
numbers  are  listed  to  the  left  of  the  subclass  description. 

2.  Health  Care  Management 

In  addition  to  Core  databases,  examiners  will  search  the 
following  databases: 

American  Medical  Association  Journals  [The  American  Medi- 
cal Association] 
BIOSIS  Previews®  [BIOSIS®] 
EMBASE®  [Elsevier  Science,  B.V.] 
Health  &  Wellness  Database^^[l\it  Gale  Group] 
Health  News  Daily  [F-D-C  Reports,  Inc.] 
HealthSTAR®  [U.S.  National  Library  of  Medicine  (NLM)] 
MEDLINE®  [U.S.  National  Library  of  Medicine  (NLM)] 
New  England  Journal  of  Medicine  [Massachusetts  Medical 
Society] 
SciSearch®  [Institute  for  Scientific  Information"  (ISI®)] 

If  drugs/pharmaceuticals  are  involved. 

*  *  * 

Drug  News  &  Perspectives  [Prous  Science  Publishers] 
International  Pharmaceutical  Abstracts  [American  Society  of 
Health-System  Pharmacists] 

Pharmaceutical  and  Healthcare  Industry  News  Database  [PJB 
Publications  Ltd.] 

Pharmaceutical  News  Index  (PNI®)  [Bell  &  Howell  Informa- 
tion and  Learning] 

4  Insurance 

In  addition  to  Core  databases,  examiners  will  search  the 
following  databases: 

American  Banker  Financial  PubUcations  [American  Banker- 
Bond  Buyer] 

Insurance  Periodicals  Index  [NILS  Publishing  Company] 
The  Journal  of  Commerce  [The  Journal  of  Commerce,  Inc.] 

7  Operations  Research 

In  addition  to  Core  databases,  examiners  will  search  the 
following  databases: 

Inventory  Monitoring  Databases 

13  Transportation  Facility  Access 

In  addition  to  Core  databases,  examiners  will  search  the 
following  databases: 

Aerospace/Defense  Markets  &  Technology®  [The  Gale  Group] 
Aerospace  Database  [AEROPLUS  ACCESS] 
The  Journal  of  Commerce  [The  Journal  of  Commerce,  Inc.] 
NTJS — National    Technical    Information    Service    [National 


Technical  Information  Service,  U.S.  Department  of  Com- 
merce] 

Transportation  Research  Information  Services  [Transportation 
Research  Board] 

14  Advertising/Coupon  Redemption/Incentives 

In  addition  to  Core  databases,  examiners  will  search  the 
following  databases: 

Business  Dateline®  [Bell  &  Howell  Information  and  Learning] 
Marketing  &  Advertising  Reference  Service®  [The  Gale 
Group] 

Newspapers: 

The  Atlanta  Journal/The  Atlanta  Constitution 

The  Arizona  Republic/The  Phoenix  Gazette  (Phoenix) 

The  Sun  (Baltimore) 

The  Boston  Globe 

Chicago  Tribune 

The  Christian  Science  Monitor 

Detroit  Free  Press 

The  Denver  Post 

Houston  Chronicle 

Independent  (London) 

The  Irish  Times 

Los  Angeles  Times 

The  Miami  Herald 

Newsday  and  New  York  Newsday 

The  Oregonian  (Portland) 

The  Plain  Dealer  (Cleveland) 

The  Philadelphia  Inquirer 

Rocky  Mountain  News  (Denver) 

San  Francisco  Chronicle 

St.  Louis  Post-Dispatch 

St.  Petersburg  Times 

Times/Sunday  Times  (London) 

USA  Today 

Washington  Post  Online 

26  Electronic  Shopping 

In  addition  to  Core  databases,  examiners  will  search  the 
following  databases: 

Advertising/Coupon  Redemption/Incentives  Databases 
Magazine  Database'^  [The  Gale  Group] 

28  Inventory  Monitoring 

In  addition  to  Core  databases,  examiners  will  search  the 
following  databases: 

EI  Compendex®  [Engineering  Information,  Inc.] 
ISMEC:  Mechanical  Engineering  Abstracts  [Cambridge  Sci- 
entific Abstracts] 

JICST-EPlus — Japanese  Science  &  Technology  [Japan  Infor- 
mation Center  for  Science  and  Technology  (JICST)] 
NTIS:  National  Technical  Information  Service  [National  Tech- 
nical Information  Service,  U.S.  Department  of  Commerce] 
SciSearch®  [Institute  for  Scientific  Information  (ISI®)] 
Social  SciSearch®  [Institute  for  Scientific  Information  (ISI®)] 

35  Banking/Finance/Investments 

In  addition  to  Core  databases,  examiners  will  search  the 
following  databases: 

American  Banker  Financial  Publications  [American  Banker- 
Bond  Buyer] 

Banking  Information  Source  [Bell  &  Howell  Information  and 
Learning] 

Bond  Buyer  Full  Text  [American  Banker-Bond  Buyer] 
DIALOG  Finance  and  Banking  Newsletters  [The  Dialog  Cor- 
poration] 
EconLit  [American  Economic  Association] 

36  Portfolio  Selection 

In  addition  to  Core  databases,  examiners  will  search  the 
following  databases: 
Banking/Finance/Investment  Databases 
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37  Trading.  Matching  or  Bidding 

In  addition  to  Core  databases,  examiners  will  search  the 
following  databases: 
Banking/Finance/Investment  Databases 

38  Credit  Processing  or  Loan  Processing 

In  addition  to  Core  databases,  examiners  will  search  the 
following  databases: 
Banking/Finance/Investment  Databases 

39  Including  Funds  Transfer  or  Credit  Transaction 

t 

In  addition  to  Core  databases,  examiners  will  search  the 
following  databases: 

Banking/Finance/Investment  Databases 
Knight-Ridder/Tribuue  Business  NeH'j'*®[Knight-Ridder/Tri- 
bune  Business  News] 

Brief  descriptions  are  provided  for  the  above-hsted  NPL  and 
Foreign  Patent  databases  in  Appendix  I  attached  to  this 
document. 

3.  Supplemental  Resources 

The  USPTO  has  access  to  a  multitude  of  resources  and 
databases  containing  NPL.  Many  of  these  resources  include 
significant  amounts  of  business-related  information.  The  fol- 
lowing resources  are  available  to  patent  examiners  and  may,  in 
accordance  with  their  professional  judgment,  be  searched 
during  the  examination  process. 

a.  Commercial  Database  Services.  The  USPTO  provides 
access  to  commercial  database  vendors  who  provide  over 
1,000  searchable  databases.  In  addition  to  the  databases 
included  in  the  core  list  mentioned  earlier,  examiners  can 
choose  to  search  other  databases  provided  by  these  vendors 
when,  in  their  professional  judgment,  searching  additional 
databases  is  warranted. 

DataStar — complete  list  of  databases  located  at 

http://ds.datastarweb.com/ds/products/datastar/ds.htm 
Dialog — complete  hst  of  databases  located  at 

http: //library,  dialog,  com/bluesheets/html/blf.  html 
Lexis-Nexis — complete  list  of  databases  located  at 

http: //www.  lexis -nexis.  com/lnccAiterature/Directory/de- 
fault.htm 

(At  the  bottom  of  this  web  page,  click  on  the  link  to  view  the 
alphabetical  list  of  their  entire  directory.) 
Questel-Orbit — complete  list  of  databases  located  at 

http://www.  questel.  orbit,  com/en/userdoc/docindex.  htm 
(Chck  on  "fact  sheets") 
STN  International — complete  list  of  databases  located  at 

http://www.  cas.  org/ONLINE/DBSS/dbsslist.  html 
Westlaw — the  database  directory  is  located  at 

http.V/directory.  westlaw.  com/ 
WIPO  Journal  of  Patent  Associated  Literature  (JOPAL) — the 
database  directory  is  located  at 

http.V/jopal.  wipo.  int/ 

b.  Books,  Technical  Reports,  and  Conference  Proceedings. 
The  USPTO  maintains  print  collections  of  over  160,000  books, 
technical  reports,  journals,  and  conference  proceedings  that  are 
not  available  electronically.  Additionally,  many  materials  are 
available  in  microformat. 

c.  Journals.  The  USPTO  has  access  to  over  5,000  full  text 
journals.  Many  of  these  journals  are  available  in  electronic 
format.  Please  see  the  following  section  on  "Web-based 
Resources,"  which  includes  sources  providing  access  to  full 
text  electronic  joumals.  The  USPTO  also  maintains  full  text 
CD-ROM  products.  Examples  include  Computer  Select  (1989 
to  date).  Advances  in  Cryptography  (1981-1997),  and  Dr. 
Dobb's  Journals  (1988- June  1997;  newer  Dr  Dobb's  Journal 
issues  are  available  via  web-based  resources).  The  remainder 
of  the  journal  collection  is  in  hard  copy  or  microform  formats. 

d.  Web-based  Resources.  Examiners  have  direct  access  to 
the  web-based  resources  including  technical  books  and  reports, 
legal  publications,  indexes,  encyclopedias,  dictionaries,  and 
databases  of  NPL,  such  as  journal  articles  and  conference 
proceedings.  The  primary  strength  of  many  of  these  electronic 
resources  is  that  they  provide  quick  access  to  full  text 
publications,  some  of  them  with  graphics.  Some  of  these 


resources  also  allow  for  Boolean  and  proximity  searching  and 
can  be  searched  by  examiners  to  determine  if  additional 
relevant  prior  art  is  available. 

The  following  web-based  resources  are  available.  Brief 
descriptions  are  provided  for  those  most  relevant  to  examiners 
in  business  methods  areas. 

Academic  Press  Dictionary  of  Science  &  Technology 
Agricola 

American  Chemical  Society  Association  for  Computing  Ma- 
chinery (ACM) — provides  access  to  95%  of  all  ACM  articles 
and  proceedings  from  1991  to  the  present. 
ChemConnect 

Corporate  Resource  Net  B  provides  access  to  over  4,000 
joumals  in  electronic  format. 
Department  of  Energy  Information  Bridge 
DTIC  STINET 
Encyclopedia  Britannica 

Faulkner — provides  comprehensive  coverage  of  the  full  spec- 
trum of  computer  systems,  software,  networking,  and  telecom 
technologies,  including  trends,  vendor  strategies,  and  product 
solutions.  Includes  B2B  E-Commerce  Trends  reports. 
Institute  for  Electrical  and  Electronics  Engineers  (IEEE 
Xplore) —  provides  access  to  more  than  500,000  lEEE/IEE 
articles  written  since  1988.  All  lEEE/IEE  conferences,  joumals 
and  standards  from  1988  on  are  included. 
ITKnowledge — provides  full  text  access  to  more  than  1,000 
technical  computing  books. 

Matthew  Bender  Legal  and  Intellectual  Property  Publications 
Medline 

Patent,  Trademark  &  Copyright  Journal 
Physicians  Desk  Reference,  PDR  Herbal  &  Stedmans  Medical 
Dictionary 

Proceedings  of  the  National  Academy  of  Sciences 
Proquest  Direct — Proquest  is  organized  into  separate,  subject- 
based  hbraries.  USPTO  subscribes  to  most  of  these  including 
the  Banking  Library  (containing  248  joumal  titles);  the  Com- 
puting library  (containing  256  joumal  titles);  the  Telecommu- 
nications library  (containing  92  joumal  titles).  In  all,  USPTO 
has  access  to  the  full  text  and/or  bibliographic  records  for  over 
5,000  joumal  titles  through  Proquest. 
Readers '  Guide  to  Periodical  Literature 
ScienceServer — provides  access  to  nearly  200  scientific,  tech- 
nical and  medical  joumals  published  by  Elsevier  and  Aca- 
demic Press. 

Wiley  Encyclopedia  of  Electrical  and  Electronics  Engineer- 
ing— covers  core  knowledge  of  all  specialties  encompassed  by 
electrical  and  electronics  engineering,  including  computer  and 
software  engineering. 

Internet  Usage  Policy  With  Above  Resources — When  the 
Intemet  is  used  to  search,  browse,  or  retrieve  information 
relating  to  a  patent  application,  other  than  a  reissue  application 
or  reexamination  proceeding,  USPTO  examiners  and  searchers 
restrict  search  queries  to  the  general  state  of  the  art  unless  the 
Office  has  established  a  secure  hnk  on  the  Intemet  with  a 
specific  vendor  to  maintain  the  confidentiality  of  the  patent 
application.  Non-secure  Intemet  search,  browse,  or  retrieval 
activities  that  could  disclose  proprietary  information  directed 
to  a  specific  application,  other  than  a  reissue  application  or 
reexamination  proceeding,  are  not  permitted. 

e.  Interlibrary  Loan.  The  USPTO  maintains  an  interlibrary 
loan  operation  to  gain  access  to  full  text  documents  that  are  not 
available  electronically  or  on-site  in  hard  copy  or  microform 
format.  The  interlibrary  loan  staff  have  access  to  local,  national 
and  intemational  organizations  and  provide  rapid  retrieval  of 
full  text  documents  to  examiners. 

II.  Process  for  Providing  Comments 

A.  Resource  Recommendations 

The  USPTO  requests  comments  regarding  the  search  re- 
sources employed  in  the  examination  of  business  method 
patent  applications  in  Class  705.  In  order  to  identify  additional 
information  and  materials  that  could  be  considered  during  the 
examination  process,  members  of  the  public  are  invited  to 
recommend  databases  and  electronic  resources  that  the  USPTO 
does  not  currently  access  for  searching  business  methods  prior 
art. 

Recommended  databases  must  be  publicly  available.  These 
databases  will  be  evaluated  based  on  the  set  of  criteria 
pubUshed  in  this  document.  The  information  you  provide  will 
help  us  verify  that  the  correct  resource  has  been  identified  for 
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evaluation.  Please  provide  detailed  information  in  support  of 
suggested  resource(s).  Such  information  should  address  the 
following  topics: 

Reason  for  Recommendation 

Please  specify  why  you  are  recommending  the  database, 
focusing  on  the  specific  value  of  the  content  and  search 
features  of  the  particular  database.  For  example,  the  database 
provides  full  text  documents,  or  it  contains  business  methods 
information  not  found  in  other  databases. 

Database  Identification 

(a)  Provide  the  full  name  of  the  database  and  other  names  by 
which  the  database  may  be  identified,  e.g.  acronyms  or 
shortened  names. 

(b)  Provide  the  name,  address,  and  phone  number  for  the 
database  producer. 

(c)  Provide  the  name,  address,  and  phone  number  for  the 
entity  that  provides  access  to  the  database. 

Database  Content 

(a)  What  are  the  years  of  coverage? 

(b)  What  is  the  subject  matter? 

(c)  Does  the  bibliographic  information  include  documented 
publication  dates? 

(d)  Does  the  database  include  abstracts  and/or  full  text? 

Accessibility 

(a)  Is  the  database  publicly  available? 

(b)  If  so,  what  are  the  operational  hours? 

Technical  Support 

What  is  the  availability  of  technical  support? 
Continuity 

What  is  the  database  policy  on  maintaining  backfile  data? 

Mode  of  Access 

How  is  the  database  available? 

(a)  Online. 

(b)  Web-based. 

(c)  In-house  CD-ROM  or  other  electronic  media. 

(1)  networked. 

(2)  stand-alone  system. 

B.  Criteria  for  Evaluation — Searchable  Databases 

Recommended  databases  should  provide  substantial  added 
value  over  resources  already  available.  Databases  will  be 
evaluated  in  terms  of  whether  or  not  they  are  of  sufficient  value 
to  be  included  as  mandatory  search  tools  or  whether  they 
should  be  included  as  supplemental  resources  for  examiners  to 
search,  at  their  discretion,  during  the  patent  application  exami- 
nation process. 

Content 

The  intellectual  content  of  the  database  will  be  evaluated  on: 

(a)  Extent  of  the  retrospective  coverage  of  business-related 
prior  art. 

(b)  Extent  of  unique,  difficult-to-find  sources  and  content  not 
available  in  currently  used  tools. 

(c)  Extent  of  bibliographic  documentation  in  addition  to  the 
availability  of  searchable  abstracts  and/or  full  text. 

(d)  The  documentation  of  publication  dates  for  the  informa- 
tion included  in  the  database. 

(e)  Thoroughness  of  indexing. 

(f)  Frequency  of  updates. 

Search  Interface 

Databases  should  have  a  search  interface  that  is  powerful, 
user-friendly,  and  has  multiple  access  points.  For  example: 
Does  the  database  provide  for  single-search  access  to  the  entire 
resource  content?  Does  it  support  Boolean  and  proximity 
searching?  Does  it  allow  for  truncation  and  nesting  of  terms  or 
synonyms? 


Cost 

The  cost  of  the  resource  will  be  evaluated  in  relation  to  the 
value  of  the  product  and  the  cost  of  other  comparable  products. 

Accessibility  and  P.eliability 

Database  providers  or  producers  should  deliver  reliable 
access  24  hours  a  day,  seven  days  a  week.  The  database  must 
be  publicly  available. 

Technical  Support 

Technical  support  must  be  knowledgeable  and  reliable,  and 
must  be  available,  at  a  minimum,  Monday  through  Friday. 

Continuity 

Database  content  must  be  stable  and  consistent.  In  particu- 
lar, continuing  availability  of  backfile  data  is  critical. 

Mode  of  Access 

The  database  should  be  accessible  via  TCP/IP  (online),  the 
Internet,  or  an  in-house  platform  (networked  or  stand-alone). 
The  mode  of  access  must  meet  the  requirements  of  the 
USPTO's  Office  of  the  Chief  Information  Officer's  Technical 
Reference  Model  (TRM).  The  TRM  is  available  at  the  follow- 
ing url: 

http.V/www.  uspto.  gov/web/offices/ac/comp/proc/acquisitions/ 
oamref.htm 

C.  Schedule  to  Evaluate  Recommended  Resources 


Recommendations 
received  by: 

Will  be 
evaluated  by: 

June  30,  2001 

September  30,  2001. 

September  30,  2001 

December  31,  2001. 

December  31,  2001 

March  31,  2002. 

March  31,  2002 

June  30,  2002. 

Classification  Section 

It  has  been  determined  that  this  notice  is  not  significant  for 
purposes  of  Executive  Order  12866  (September  30,  1993). 

Paperwork  Reduction  Act 

This  notice  involves  information  collection  requirements 
which  are  subject  to  review  by  the  Office  of  Management  and 
Budget  (0MB)  under  the  Paperwork  Reduction  Act  of  1995 
(44  U.S.C.  3501  et  seq.).  As  required  by  the  Paperwork 
Reduction  Act  of  1995  (44  U.S.C.  3507(d)),  the  Office  has 
submitted  an  information  collection  package  to  0MB  for  its 
review  and  approval.  The  title,  description,  and  respondent 
description  for  this  information  collection  is  shown  below  with 
an  estimate  of  the  annual  reporting  burdens.  Included  in  the 
estimate  is  the  time  for  reviewing  instructions,  searching 
existing  data  sources,  gathering  and  maintaining  the  data 
needed  and  completing  and  reviewing  the  collection  of  infor- 
mation. 

0MB  Number:  0651-0047. 

Title:  United  States  Patent  and  Trademark  Office  Business 
Method  Database  Information. 

Form  Number:  Not  applicable. 

Type  of  Review:  Approved  through  March  of  2004. 

Affected  Public:  Individuals  or  households,  business  or  other 
for-profit,  not-for-profit  institutions,  farms,  state,  local  or  tribal 
governments,  and  the  Federal  Government. 

Estimated  Number  of  Respondents:  100. 

Estimated  Time  Per  Response:  1.5  hours. 

Estimated  Total  Annual  Burden  Hours:  150  hours. 

Needs  and  Uses:  Input  from  industry  and  the  public  on  the 
current  search  areas  and  suggestions  from  industry  and  the 
public  on  new  sources  of  prior  art  is  considered  important  to 
improve  the  examination  process  in  the  computer-implemented 
business  method  field.  The  public  feedback  will  be  used  to 
evaluate  suggested  databases  for  inclusion  in  either  mandatory 
or  optional  search  areas  in  this  field. 
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Comments  are  invited  on:  (1)  Whether  the  collection  of 
information  is  necessary  for  proper  performance  of  the  func- 
tions of  the  agency;  (2)  the  accuracy  of  the  agency's  estimate 
of  the  burden;  (3)  ways  to  enhance  the  quality,  utility,  and 
clarity  of  the  information  to  be  collected;  and  (4)  ways  to 
minimize  the  burden  of  the  collection  of  information  to 
respondents. 

Interested  persons  are  requested  to  send  comments  regard- 
ing these  information  collections,  including  suggestions  for 
reducing  this  burden,  to  Robert  J.  Spar,  Director,  Office  of 
Patent  Legal  Administration,  United  States  Patent  and  Trade- 
mark Office,  Washington,  D.C.  20231,  or  to  the  Office  of 
Information  and  Regulatory  Affairs  of  0MB,  New  Executive 
Office  Building.  725  17th  Street,  N.W.,  Room  10235,  Wash- 
ington. D.C.  20503,  Attention:  Desk  Officer  for  the  Patent  and 
Trademark  Office. 

Notwithstanding  any  other  provision  of  law,  no  person  is 
required  to  respond  to  nor  shall  a  person  be  subject  to  a  penalty 
for  failure  to  comply  with  a  collection  of  information  subject  to 
the  requirements  of  the  Paperwork  Reduction  Act  unless  that 
collection  of  information  displays  a  currently  valid  0MB 
control  number. 

Authority:  Sec.  4712,  Pub.  L.  106-113,  113  Stat.  1501A- 
572  (35  U.S.C.  2(b)(2)). 


May  30,  2001 


NICHOLAS  P  GODICI 

Acting  Under  Secretary  of 

Commerce  for  Intellectual  Property 

and  Acting  Director  of  the 

United  States  Patent  and 

Trademark  Office 


Appendix  I 


Brief  descriptions  are  provided  for  the  above  listed  NPL  and 
Foreign  Patent  databases.  The  following  descriptions  are 
excerpts  obtained  from  the  Dialog  Corporation's  Bluesheets. 

ABI/INFORM® — includes  details  on  virtually  every  aspect 
of  business,  including  company  histories,  competitive  intelli- 
gence, and  new  product  development.  ABI/INFORM  contains 
bibliographic  citations  and  25-150  word  summaries  of  articles 
appearing  in  professional  publications,  academic  journals,  and 
trade  magazines  published  worldwide. 

Aerospace/Defense  Markets  &  Technology®  (Gale  Group 
Aerospace/Defense  Markets  &  Technology®) — provides  full- 
text  articles  and  abstracts  covering  all  aspects  of  the  worldwide 
aerospace  industry.  Corporations  in  the  aerospace/defense 
industry  rely  on  A/DM&T:  for  coverage  of  key  industry 
sources  for  details  on  competitors,  products  and  technologies 
to  monitor  government  funding,  budgets,  and  contracts  to 
identify  market  opportunities  in  the  defense  and  aerospace 
industries. 

Aerospace  Database — provides  references,  abstracts,  and 
controlled-vocabulary  indexing  of  key  scientific  and  technical 
documents,  as  well  as  books,  reports,  and  conferences,  cover- 
ing aerospace  research  and  development  in  over  40  countries 
including  Japan  and  eastern  European  nations.  This  database 
supports  basic  and  applied  research  in  aeronautics,  astronau- 
tics, and  space  sciences,  as  well  as  technology  development 
and  applications  in  complementary  and  supporting  fields  such 
as  chemistry,  geosciences,  physics,  communications,  and  elec- 
tronics. 

American  Banker  Financial  Publications — corresponds  to 
the  full  text  of  the  authoritative  daily  financial  services 
newspaper,  American  Banker,  as  well  as  the  full  text  of  many 
financial  newsletters  published  by  American  Banker  in  the 
areas  of  capital  markets,  bank  regulation,  insurance  letters,  and 
public  finance  letters.  This  collection  of  publications  follows 
trends,  developments,  and  news  in  banking  and  related  finan- 
cial areas. 

American  Medical  Association  Journals — contains  the  full- 
text  articles  from  11  medical  journals,  including  the  well- 
known  JAMA,  The  Journal  of  the  American  Medical  Associa- 
tion. The  articles  include  all  subject  areas  relating  to  the 
practice  of  medicine.  The  American  Medical  Association  is  the 
world's  largest  single  publisher  of  scientific  and  medical 
information.  This  database  also  contains  peer-reviewed  clinical 
and  investigative  articles  in  major  medical  discipUnes.  All 
original  articles  included  are  full-text;  the  database  also  in- 
cludes letters  to  the  editor,  editorials,  book  reviews,  correc- 
tions, medical  news  and  perspectives,  columns,  special  fea- 
tures, and  occasional  sections. 


Banking  Information  Source — provides  essential  informa- 
tion about  the  financial  services  industry,  banking  trends, 
topics,  issues,  and  operations.  Its  uniquely  comprehensive 
coverage  of  important  industry  sources  meets  the  banking- 
related  information  needs  of  researchers  in  banking,  finance, 
government,  tax,  insurance,  economics,  financial  services,  and 
business  schools.  It  contains  the  full  text  of  cited  articles  from 
many  high  demand  sources 

BIOSIS  Previews® — contains  citations  from  Biological  Ab- 
stracts® (BA).  and  Biological  Abstracts/Reports,  Reviews,  and 
Meetings®  (BA/RRM)  (formeriy  BioResearch  Index®),  the 
major  publications  of  BIOSIS®.  Together,  these  publications 
constitute  the  major  English-language  service  providing  com- 
prehensive worldwide  coverage  of  research  in  the  biological 
and  biomedical  sciences. 

Bond  Buyer  Full  Text — corresponds  to  the  printed  publica- 
tion. The  Bond  Buyer.  The  newspapers  specialize  in  the 
fixed-income  investment  market  and  are  considered  the  au- 
thoritative sources  of  information  for  the  municipal  bond 
community  in  the  U.S.  Essential  daily  coverage  of  government 
and  Treasury  securities,  financial  futures,  corporate  bonds,  and 
mortgage  securities  is  provided.  Extensive  coverage  of  U.S. 
Congressional  actions,  worldwide  monetary  and  fiscal  policies, 
and  regulatory  changes  relating  to  the  bond  industry  is  in- 
cluded. Bond  Buyer  Full  Text  also  lists  planned  bond  issues, 
bond  calls  and  redemptions,  and  results  of  bond  sales. 

Business  &  Industry^ — this  database  contains  information 
with  facts,  figures,  and  key  events  dealing  with  public  and 
private  companies,  industries,  markets  products  for  all  manu- 
facturing and  service  industries  at  an  international  level.  B&I 
coverage  concentrates  on  leading  trade  magazines  and  news- 
letters, the  general  business  press,  regional  newspapers  and 
international  business  journals. 

Business  Dateline'^ — provides  the  full  text  of  major  news 
and  feature  stories  from  550  regional  business  publications 
from  throughout  the  United  States  and  Canada.  The  regional 
perspectives  reported  in  the  business  press  make  Business 
Dateline  an  excellent  source  of  in-depth  business  information 
with  a  local  point  of  view.  Virtually  every  aspect  of  regional 
business  activities  and  trends  is  covered  in  the  file,  with 
particular  emphasis  on  economic  conditions  in  selected  cities, 
states,  or  regions,  as  well  as  mergers,  acquisitions,  company 
executives,  new  products,  and  competitive  intelligence. 

Business  Week — contains  the  complete  text  of  articles  from 
the  domestic  and  international  English-language  editions  of  the 
highly  acclaimed  McGraw-Hill  weekly  business  news  maga- 
zine, Business  Week.  Articles  focus  on  companies,  the 
economy,  government  regulation,  industries,  labor  and  man- 
agement issues,  technology,  and  international  markets. 

Business  Wire — contains  the  full  text  of  news  releases  issued 
by  approximately  10,000  corporations,  universities,  research 
institutes,  hospitals,  and  other  organizations.  The  file  primarily 
covers  U.S.  industries  and  organizations,  although  some  infor- 
mation on  international  events  is  included. 

Computer  Database^  (Gale  Group  Computer  Data- 
base®)— provides  comprehensive  information  about  the  com- 
puter, electronics,  and  telecommunications  industries.  Cover- 
age includes  detailed  information  about  the  evaluation, 
purchase,  use,  and  support  of  computer  and  other  electronic 
products.  Gale  Group  Computer  Database  is  designed  to 
answer  the  questions  of  business  and  computer  professionals 
about  hardware,  software,  networks,  peripherals,  and  services. 

Conference  Papers  Index — provides  access  to  records  of  the 
more  than  100,000  scientific  and  technical  papers  presented  at 
over  1,000  major  regional,  national,  and  international  meetings 
each  year.  Conference  Papers  Index  provides  a  centralized 
source  of  information  on  reports  of  current  research  and 
development  from  papers  presented  at  conferences  and  meet- 
ings; it  provides  titles  of  the  papers  as  well  as  the  names  and 
addresses  (when  available)  of  the  authors  of  these  papers.  Also 
included  in  this  database  are  announcements  of  any  publica- 
tions issued  from  the  meetings,  in  addition  to  available 
preprints,  reprints,  abstract  booklets,  and  proceedings  volumes, 
including  dates  of  availability,  costs  and  ordering  information. 
Primary  subject  areas  covered  include  the  life  sciences,  chem- 
istry, physical  sciences,  geosciences,  and  engineering. 

Derwent  World  Patent  Index  (DWPI) — provides  access  to 
information  from  more  than  18  million  patent  documents, 
giving  details  of  over  9  million  inventions.  Each  week, 
approximately  20,000  documents  from  40  patent-issuing  au- 
thorities are  added  to  DWPI.  Patent-related  items  from  Re- 
search Disclosure  and  International  Technology  Disclosures 
(ceased  publication  June  1994)  are  also  included. 
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DIALOG  Finance  and  Banking  Newsletters — database  is  a 
collection  of  full-text  newsletters  from  primary  publishers  in 
the  field  of  investment,  finance  and  banking.  The  database 
contains  specialized  industry  newsletters  that  provide  concise 
information  on  companies,  products,  markets,  and  technolo- 
gies. It  also  contains  rulings,  regulations,  and  other  legislative 
activities  that  affect  the  financial  community. 

Dissertation  Abstracts  Online — is  a  definitive  subject,  title, 
and  author  guide  to  virtually  every  American  dissertation 
accepted  at  an  accredited  institution  since  1861.  Selected 
Masters  theses  have  been  included  since  1962.  In  addition, 
since  1988,  the  database  has  included  citations  for  dissertations 
from  50  British  universities  that  have  been  collected  by  and 
filmed  at  The  British  Document  Supply  Centre.  Beginning 
with  DAIC  Volume  49,  Number  2  (Spring  1988),  citations  and 
abstracts  from  Section  C,  Worldwide  Dissertations  (formerly 
European  Dissertations),  have  been  included  in  the  file.  Ab- 
stracts are  included  for  doctoral  records  from  July  1980 
(Dissertation  Abstracts  International,  Volume  41,  Number  1)  to 
the  present.  Abstracts  are  included  for  masters  theses  from 
Spring  1988  (Masters  Abstracts,  Volume  26,  Number  1)  to  the 
present. 

Drug  News  &  Perspectives  (Prous  Science  Drug  News  & 
Perspectives) — this  database  allows  users  to  quickly  and  easily 
consul  the  latest  pharmaceutical  news.  The  Prous  Science  Drug 
News  &  Perspectives  database  contains  all  articles  and  texts 
published  from  selected  sections  of  the  printed  journal,  Prous 
Science  Drug  News  &  Perspectives,  plus  unpublished  records 
from  the  journal's  sections:  "Line  Extensions,"  "R&D  Briefs," 
and  "People  on  the  Move."  Unpublished  records,  omitted  from 
the  printed  journal  due  to  space  limitations,  are  labeled 
"unpublished"  and  do  not  have  volume,  issue,  or  page  num- 
bers. Unpublished  records  may  also  include  those  in  prepara- 
tion for  print.  These  records  will  have  volume,  issue  and  page 
numbers  added  in  a  later  update  to  the  database. 

EconLit — provides  indexing  and  abstracts  of  the  worldwide 
literature  on  economics,  currently  covers  more  than  600  major 
economics  journals  annually.  In  addition,  this  file  indexes 
about  600  collective  volumes  (essays,  proceedings,  etc.),  2,000 
books,  900  dissertations,  2,000  working  papers,  and  book 
reviews  each  year. 

EI  Compendex® — database  is  the  machine-readable  version 
of  the  Engineering  Index  (monthly/annual).  It  provides  ab- 
stracted information  from  significant  engineering  and  techno- 
logical literature.  The  Compendex  database  provides  world- 
wide coverage  of  approximately  4,500  journals  and  selected 
government  reports  and  books.  Subjects  covered  include:  civil, 
energy,  environmental,  geological,  and  biological  engineering; 
electrical,  electronics,  and  control  engineering;  chemical,  min- 
ing, metals,  and  fuel  engineering;  mechanical,  automotive, 
nuclear,  and  aerospace  engineering;  and  computers,  robotics, 
and  industrial  robots. 

EMBASE® — comprehensive  index  of  the  world's  literature 
on  human  medicine  and  related  disciplines. 

European  Patents  Fulltext — covers  all  European  patent 
applications  and  granted  European  patents  published  since  the 
opening  of  the  European  Patent  Office  (EPO)  in  1978.  This 
database  also  contains  bibliographic  records  for  PCT  (Patent 
Cooperation  Treaty)  applications  transferred  to  the  EPO. 

Financial  Times  Abstracts — produced  by  the  Business  In- 
formation Services  of  the  New  York  Times  Electronic  Media 
Company,  contains  concise,  informative  abstracts  of  articles 
from  the  U.S.  Edition  of  the  Financial  Times  newspaper.  The 
Financial  Times  provides  in-depth  coverage  on  worldwide 
industries,  companies,  and  markets. 

Globalbase'^  (Gale  Group  Globalbase®) —  provides  world- 
wide coverage  of  companies,  products,  and  industries  with  a 
primary  focus  on  Europe. 

Health  &  Wellness  Database^^  (Gale  Group  Health  & 
Wellness  Database^^) — is  a  comprehensive  periodical  and 
reference  database  produced  by  The  Gale  Group,  providing 
broad  coverage  in  the  areas  of  health,  medicine,  fitness,  and 
nutrition.  Gale  Group  Health  &  Wellness  Database  is  designed 
to  address  the  needs  of  health  and  medical  professionals, 
specialized  business  and  industry  researchers,  consumers,  and 
a  wide  range  of  people  seeking  a  general  understanding  about 
important  health  issues  and  practices. 

Health  News  Daily — contains  all  the  daily  news  and  text 
articles  from  the  Health  News  Daily  publication  from  F-D-C 
Reports.  It  provides  specialized,  in-depth  business,  scientific, 
regulatory  and  legal  news.  Each  issue  has  features  including 
news  in  the  following  columns:  Product  News,  People,  Liti- 
gation, Legislative  News,  Industry  News,  Reseaich,  Regula- 
tory News,  Financings,  Reimbursement,  and  Public  Health.  A 


feature  entitled  "Washington  This  Week"  lists  scheduled  con- 
gressional hearings,  agency  meetings,  and  industry  confer- 
ences in  the  D.C.  area.  The  "Calendar"  presents  notices  of 
upcoming  meetings,  seminars,  and  conferences.  The  "Legisla- 
tive Roundup"  tracks  recently  introduced  bills,  committee 
activities,  and  congressional  votes  on  health  care  issues. 

HealthSTAR^ — (Health  Services  Technology,  Administra- 
tion, and  Research)  is  provided  cooperatively  by  the  U.S. 
National  Library  of  Medicine  and  the  American  Hospital 
Association.  This  file  incorporates  all  records  from  the  former 
Health  Abstracts,  which  are  taken  directly  from  the  published 
articles,  and  are  included  for  approximately  60%  of  the 
records. 

Inside  Conferences — contains  details  of  all  papers  given  at 
every  congress,  symposium,  conference,  exposition,  work- 
shop, and  meeting  received  at  the  British  Library  Document 
Supply  Centre  (BLDSC)  since  October  1993. 

INSPEC — (The  Database  for  Physics,  Electronics  and  Com- 
puting) corresponds  to  the  three  Science  Abstracts  print  pub- 
lications: Physics  Abstracts,  Electrical  and  Electronics  Ab- 
stracts, and  Computer  and  Control  Abstracts.  The  Science 
Abstracts  family  of  abstract  journals  began  publication  in 
1898. 

Insurance  Periodicals  Index — indexes  and  abstracts  35  of 
the  most  respected  and  widely  read  insurance  industry  journals 
and  magazines,  dating  from  January  1984  to  the  present. 

International  Pharmaceutical  Abstracts — provides  informa- 
tion on  all  phases  of  the  development  and  use  of  drugs  and  on 
professional  pharmaceutical  practice.  In  early  1985  coverage 
was  expanded  to  include  pharmacy  journals  that  deal  with  state 
regulations,  salaries,  guidelines,  manpower  studies  and  laws. 
The  scope  of  the  database  includes  the  clinical,  practical,  and 
theoretical  aspects  of  the  literature  as  well  as  economic  and 
scientific.  A  unique  feature  of  these  abstracts  is  the  inclusion  of 
the  study  design,  number  of  patients,  dosage,  dosage  forms, 
and  dosage  schedule. 

Internet  &  Personal  Computing  Abstracts^  (replaced  Mi- 
crocomputer Abstracts®) — contains  abstracts  and  citations  to 
the  literature  on  the  use  of  computers  in  business,  industry, 
education,  libraries  and  the  home.  Over  90  traditional  and 
cutting-  edge  publications  are  covered,  including  widely  read 
mass-market  computer  publications,  as  well  as  those  focusing 
on  specific  topics,  such  as  hardware  platforms,  operating 
systems  (Windows,  DOS,  UNIX,  Macintosh,  etc.),  online 
systems,  management,  networks,  and  electronic  publishing. 
Informative  abstracts  summarize  software  and  hardware.  Book 
reviews,  feature  articles,  news,  columns,  program  hstings, 
product  announcements,  and  buyer/vendor  guides  are  in- 
cluded. 

ISM  EC:  Mechanical  Engineering  Abstracts — (Information 
Service  in  Mechanical  Engineering)  indexes  significant  articles 
in  all  aspects  of  mechanical  engineering,  production  engineer- 
ing and  engineering  management  from  approximately  250 
journals  published  throughout  the  world.  In  addition,  books, 
reports,  and  conference  proceedings  are  indexed.  The  primary 
emphasis  is  on  comprehensive  coverage  of  leading  interna- 
tional journals  and  conferences  on  mechanical  engineering 
subjects.  The  principal  areas  covered  are  mechanical,  nuclear, 
electrical,  electronic,  civil,  optical,  medical,  and  industrial 
process  engineering;  mechanics;  production  processes;  energy 
and  power;  transport  and  handling;  and  applications  of  me- 
chanical engineering. 

JAPIO — Patent  Abstracts  of  Japan — provided  by  the  Japan 
Patent  Information  Organization,  represents  the  most  compre- 
hensive English-language  access  to  Japanese  unexamined 
patent  applications  (Kokai  Tokkyo  Koho)  published  since 
October  1976.  All  technologies  are  covered.  Application 
records  include  both  Japanese  and  non-Japanese  priorities. 
Abstracts  are  provided  only  for  applications  originating  in 
Japan,  but  are  available  for  most  records.  Images  of  front  page 
drawings,  when  available  for  a  given  patent,  are  also  included. 

JICST-EPlus — Japanese  Science  &  Technology — this  is  a 
comprehensive  bibliographic  database  covering  literature  pub- 
lished in  Japan  from  all  fields  of  science,  technology,  and 
medicine.  The  file  contains  both  the  JICST-E  and  the  Pre- 
JICST-E  files  from  Japan  Science  and  Technology  Corpora- 
tion, Information  Center  for  Science  and  Technology  (JICST). 

The  Journal  of  Commerce — provides  the  complete  text  of  all 
news,  columns,  editorials,  briefs,  calendar  listings,  and  se- 
lected tables  that  appear  in  the  Five-Star  edition  of  the  world's 
premier  daily  business  newspaper  covering  international  trade 
and  transportation  issues.  It  also  includes  the  Six-Star  news 
summary  and  West  Coast/Trade  page.  Journal  of  Commerce 
features  special  individual  sections  which  focus  on  ocean. 
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barge,  air,  rail,  and  truck  transportation,  international  banking 
and  finance,  foreign  trade,  energy,  insurance,  chemicals  and 
plastics,  electronic  communications,  and  commodities.  The 
online  edition  also  includes  a  summary  of  every  major  story 
for  each  day. 

Knight -Ridder/Tribune  Business  News^ — provides  same- 
day,  full-text  business  and  related  news  from  28  Knight-Ridder 
publications,  4  Tribune  Company  newspapers,  and  more  than 
50  affiUated  papers.  Articles  from  contributing  newspapers  and 
magazines  are  available  the  morning  of  publication. 

Magazine  Database'^  (Gale  Group  Magazine  Data- 
base"®)— is  a  general  interest  database  that  contains  indexes, 
abstracts,  and  full-text  records.  Gale  Group  Magazine  Data- 
base provides  current  and  retrospective  news  from  more  than 
400  popular  magazines  on  subjects  including  consumer  behav- 
ior, media  trends,  popular  cuUure,  pohtical  opinion,  leisure 
activities,  and  contemporary  lifestyles.  Gale  Group  Magazine 
Database  also  contains  large  collections  of  entertainment 
reviews  and  ratings  of  books,  films,  theater,  concerts,  hotels, 
and  restaurants.  This  database  is  ideal  for  searchers  who  need 
background  material  and  a  variety  of  perspectives  to  supple- 
ment any  business  search.  Gale  Group  Magazine  Database 
includes  indexes  and  abstracts  for  400  publications  and  the  full 
text  for  more  than  250  magazines. 

Marketing  &  Advertising  Reference  Service®  (Gale  Group 
Marketing  &  Advertising  Reference  Service®) — is  a  multi- 
industry  advertising  and  marketing  database  with  abstracts  and 
full-text  records  on  a  wide  variety  of  consumer  products  and 
services.  Gale  Group  Marketing  &  Advertising  Reference 
Service  is  widely  used  by  consumer  product  and  service 
companies  to  locate  market  size  and  market  share  information, 
monitor  new  product  or  service  introductions,  evaluate  markets 
for  existing  products  or  services,  and  research  the  marketing 
and  advertising  strategies  of  competitors.  Advertising  agencies 
and  pubhc  relations  firms  use  Marketing  &  Advertising  Ref- 
erence Service  to  research  and  develop  new  client  proposals; 
monitor  ad  campaigns,  budgets,  and  target  markets;  locate 
information  on  products  and  services;  and  gain  competitive 
intelligence  on  other  agencies  and  public  relations  firms  by 
tracking  agency  changes,  new  accounts,  launch  dates,  contracts 
and  appointments. 

The  McGraw-Hill  Companies  Publications  Online — pro- 
vides the  complete  text  for  many  major  McGraw-Hill  publi- 
cations. The  database  covers  not  only  general  business  but  also 
specific  industries,  i.e.,  aerospace,  chemical  processing,  elec- 
tronics, and  construction.  The  complete  text  of  each  article  is 
searchable  and  can  be  retrieved  online  in  addition  to  being 
printed  offline. 

MEDLINE® — a  major  source  of  biomedical  literature. 
MEDLINE  corresponds  to  three  print  indexes:  Index  Medicus 
TM,  Index  to  Dental  Literature,  and  International  Nursing 
Index.  Additional  materials  not  published  in  Index  Medicus  are 
included  in  the  MEDLINE  database  in  the  areas  of  communi- 
cation disorders,  population  and  reproductive  biology. 

Microcomputer  Software  Guide  Online® — database  contains 
information  on  virtually  every  microcomputer  software  pro- 
gram and  hardware  system  available  or  produced  in  the  United 
States.  The  database  contains  bibliographic  records  for  micro- 
computer software.  Each  record  includes  ordering  information, 
technical  specifications,  subject  classifications,  and  a  brief 
description. 

New  England  Journal  of  Medicine — contains  full-text  ar- 
ticles from  The  New  England  Journal  of  Medicine  excluding 
meeting  notices,  "Books  Received,"  and  advertising  content. 
Founded  in  1812,  The  New  England  Journal  of  Medicine 
(NEJM)  is  the  oldest  continuously  published  medical  journal 
in  the  world.  It  maintains  the  largest  voluntarily  paid  circula- 
tion of  any  peer-reviewed  scientific  journal,  reaching  physi- 
cians and  other  healthcare  professionals  in  more  than  120 
countries. 

New  York  Times  Abstracts — contains  concise,  informative 
abstracts  of  articles  in  the  final  Late  Edition  of  The  New  York 
Times  newspaper,  a  newspaper  that  is  respected  around  the 
world  for  its  unparalleled  coverage  of  international,  national, 
business  and  New  York  regional  news.  The  file  provides 
abstracts  of  every  article  published  in  the  newspaper,  including 
the  Magazine,  Book  Review,  and  all  other  Sunday  sections. 

Newsletter  Database'^  (Gale  Group  Newsletter  Data- 
base®)— contains  the  full  text  of  specialized  industry  news- 
letters that  provide  concise  information  on  companies,  prod- 
ucts, markets,  and  technologies;  trade  and  geopolitical  regions 
of  the  world;  and  government  funding,  rulings,  and  regulation 
and  other  legislative  activities  which  impact  the  industries  and 
regions  covered.  International  in  scope,  the  Newsletter  Data- 


base provides  searchers  with  important  facts,  figures,  analysis, 
and  current  information  affecting  a  broad  range  of  industries 
and  sectors.  Information  from  newsletters  contained  in  the 
Gale  Group  newsletter  Database  covers  the  following  indus- 
tries and  geographic  regions  of  the  world:  biotechnology, 
broadcasting  and  publishing,  computers  and  electronics, 
chemicals,  defense  and  aerospace,  energy,  environment,  finan- 
cial services,  general  technology,  Japan,  Middle  East,  manu- 
facturing, medical  and  health,  materials,  packaging,  research 
and  development,  telecommunications,  transportation,  and 
more. 

Newspapers — includes  the  full  text  of  all  news  stories, 
features,  editorials,  and  wire  stories.  Items  such  as  classified 
ads,  sports,  statistics,  fillers,  and  certain  minor  items  are 
excluded.  (Description  taken  from  PAPERS  in  the  Dialog 
Worldwide  Database  Catalogue.) 

New  Product  Announcements/Plus  (NPA/PLUS)  (Gale 
Group  New  Product  Announcements/Plus) — contains  the  full 
text  of  press  releases  from  all  industries  covering  announce- 
ments related  to  products,  with  a  focus  on  new  products  and 
services.  In  addition  to  product  descriptions,  press  releases 
generally  contain  key  details  about  new  products  and  technolo- 
gies, including  technical  specifications,  availability,  uses,  li- 
censing agreements,  distribution  channels,  and  prices.  Com- 
pany contacts  and  phone  numbers  are  provided  to  allow 
follow-up  by  interested  parties.  The  press  releases  contained  in 
the  NPA/PLUS  database  are  obtained  directly  from  the  product 
manufacturer,  distributor,  or  an  authorized  marketing  represen- 
tative. 

A^775 — National  Technical  Information  Service — database 
consists  of  summaries  of  U.S.  government- sponsored  research, 
development,  and  engineering,  plus  analyses  prepared  by 
Federal  agencies,  their  contractors,  or  grantees.  It  is  the  means 
through  which  unclassified,  publicly  available,  unlimited  dis- 
tribution reports  are  made  available  for  sale  from  agencies 
such  as  NASA,  DOD,  DOE,  HUD,  DOT,  Department  of 
Commerce,  and  some  240  other  agencies.  Additionally,  some 
state  and  local  government  agencies  now  contribute  summaries 
of  their  reports  to  the  database.  NTIS  also  provides  access  to 
the  results  of  government-sponsored  research  and  development 
from  countries  outside  the  U.S.  Organizations  that  currently 
contribute  to  the  NTIS  database  include:  the  Japan  Ministry  of 
International  Trade  and  Industry  (MITI);  laboratories  admin- 
istered by  the  United  Kingdom  Department  of  Industry;  the 
German  Federal  Ministry  of  Research  and  Technology 
(BMFT);  the  French  National  Center  for  Scientific  Research 
(CNRS);  and  many  more. 

Pharmaceutical  and  Healthcare  Industry  News  Database — 
consists  of  two  files;  one  file  is  the  current  material,  updated 
daily,  and  contains  the  full  text  of  all  newsletter  articles  written 
in  the  last  25  to  30  days.  The  other  file  is  an  archival  database, 
and  contains  the  full  text  of  indexed  articles  from  the  full  range 
of  PJB  newsletters  dating  back  to  1980.  All  publications  follow 
a  similar  structure  and  contain  sections  on:  Product  &  Re- 
search News,  Company  News,  U.K.  &  International  News, 
People,  Meetings,  and  Conferences. 

Pharmaceutical  News  Index  (PNI®) — online  source  of  cur- 
rent news  about  pharmaceuticals,  cosmetics,  medical  devices, 
and  related  health  fields.  PNI  cites  and  indexes  all  articles  from 
the  publications  listed  in  the  SOURCES  section  below  on  the 
following  topics:  drugs;  corporation  and  industry  sales,  merg- 
ers and  acquisitions;  and  government  legislation,  regulations, 
and  court  action.  It  covers  requests  for  proposals;  research 
grant  applications;  industry  speeches;  press  releases;  and  other 
news  items. 

PR  Newswire — contains  the  complete  text  of  news  releases 
prepared  by  U.S.  companies,  public  relations  agencies,  trade 
associations,  city,  state,  Federal  and  municipal  government 
agencies,  and  other  sources  covering  the  entire  spectrum  of 
news. 

PROMT®  (Gale  Group  PROMT®)— \s  a  multiple-industry 
database  that  provides  broad,  international  coverage  of  com- 
panies, products,  markets,  and  applied  technologies  for  all 
industries.  PROMT  is  comprised  of  abstracts  and  full-text 
records  from  the  world's  important  trade  and  business  journals, 
local  newspapers,  regional  business  publications,  national  and 
international  business  newspapers,  industry  newsletters,  re- 
search studies,  investment  analysts'  reports,  corporate  news 
releases,  and  corporate  annual  reports. 

San  Jose  Mercury  News — provides  local,  national,  and 
international  news  coverage.  Bureaus  in  Sacramento  and 
Washington,  DC,  enable  the  newspaper  to  provide  full  cover- 
age of  state  and  Federal  Government  news.  Particular  empha- 
sis is  given  to  high  technology  and  the  developments  in  the 


1280  OG  214 
(116) 


OFFICIAL  GAZETTE 


March  2,  2004 


industries  of  Silicon  Valley,  including  coverage  of  the  follow- 
ing companies:  Hewlett-Packard,  Apple  Computer,  Consoli- 
dated Freightways,  Intel,  Amdahl,  Sun  Microsystems,  National 
Semiconductor,  Tandem  Computers,  Seagate  Technology,  and 
Syntex.  Bureaus  in  Tokyo,  Mexico  City,  Los  Angeles,  and 
Seatde  enable  the  San  Jose  Mercury  News  to  focus  on  business 
and  economic  developments  of  the  Pacific  Rim.  Other  major 
areas  of  coverage  include  science,  medicine,  and  real  estate. 

SciSearch® — is  an  international,  multidisciplinary  index  to 
the  literature  of  science,  technology,  biomedicine,  and  related 
disciplines  produced  by  the  Institute  for  Scientific  Information 
("ISI").  SciSearch  contains  all  of  the  records  published  in  the 
Science  Citation  Index®  (SCI®),  plus  additional  records  from 
the  Current  Contents®  publications. 

Social  SciSearch® — database  is  an  international,  multidisci- 
plinary index  to  the  literature  of  the  social,  behavioral,  and 
related  sciences,  produced  by  the  Institute  for  Scientific  Infor- 
mation (ISI®).  Social  SciSearch  contains  all  of  the  records 
published  in  the  Social  Sciences  Citation  Index. 

Softbase:  Reviews,  Companies,  and  Products — is  a  suite  of 
three  discrete  record  types:  review  records,  product  records, 
and  company  records.  The  three  linked  and  inter-related  record 
types  can  be  used  separately  or  together,  providing  an  impor- 
tant navigation  tool  for  researchers  in  the  intelligent  informa- 
tion technology  industry.  Detailed  descriptions  of  products  in 
the  product  record  file  and  of  companies  in  the  company  record 
file  can  be  linked  to  each  other  and  to  independent  third-party 
reviews  and  analyses  abstracted  from  more  than  200  business, 
computer,  technical,  trade,  and  consumer  publications. 

Trade  &  Industry  Database'^  (Gale  Group  Trade  &  Industry 
Database®) — is  a  multi-industry  database  covering  interna- 
tional company,  industry,  product,  and  market  information, 
with  strong  coverage  of  such  areas  as  management  techniques, 
financial  earnings,  economic  climate,  product  evaluations,  and 
executive  changes.  Industry  subfiles  allow  users  to  narrow  or 
broaden  their  searches  to  one  or  more  groups  of  industry 
specific  publications. 

Transportation  Research  Information  Services — is  a  com- 
posite file  with  records  that  are  either  abstracts  of  published 
articles  and  reports,  or  summaries  of  ongoing  or  recently 
completed  research  projects  relevant  to  the  planning,  develop- 
ment, operation,  and  performance  of  transportation  systems 
and  their  components.  TRIS  provides  international  coverage  of 
ongoing  research  projects,  published  journal  articles,  state  and 
Federal  Government  reports,  conference  proceedings,  research 
and  technical  papers,  and  monographs. 

Wall  Street  Journal  Abstracts — contains  abstracts  of  all 
articles  published  in  the  Eastern  3-star  Edition  of  The  Wall 
Street  Journal  newspaper.  The  Wall  Street  Journal  is  a  daily 
newspaper  valued  worldwide  for  its  coverage  of  business, 
finance,  and  economics. 

Wilson  Applied  Science  &  Technology  Abstracts — provides 
comprehensive  abstracting  and  indexing  of  more  than  400  core 
English-language  scientific  and  technical  publications.  Non- 
English-  language  periodicals  are  indexed  if  English  abstracts 
are  provided.  Periodical  coverage  includes  trade  and  industrial 
publications,  journals  issued  by  professional  and  technical 
societies,  and  specialized  subject  periodicals,  as  well  as  special 
issues  such  as  buyers'  guides,  directories,  and  conference 
proceedings.  Wilson  Applied  Science  &  Technology  Abstracts 
covers  a  wide  range  of  interdisciplinary  fields  through  a  broad 
array  of  science  and  technology  journals.  Detailed  abstracts  of 
50  to  150  words  describe  the  content  and  scope  of  the  source 
articles.  Materials  indexed  include  feature  articles,  interviews, 
obituaries,  biographies,  speeches,  and  product  evaluations. 

WIPO/PCT  Patents  Full -Text— co\evs  the  full  text  of  PCT 
(Patent  Cooperation  Treaty)  published  applications  issued 
under  the  auspices  of  the  World  Intellectual  Property  Organi- 
zation (WIPO)  since  1983.  At  present,  171  member  states 
participate  in  the  PCT  system.  A  single  PCT  application  can  be 
designated  as  valid  in  any  or  all  of  the  member  states,  so  it  is 
essentially  equivalent  to  having  filed  with  each  designated 
national  and  regional  patent  of&ce. 

World  Reporter — is  a  comprehensive,  global  news  source, 
developed  jointly  by  three  of  the  world's  leading  information 
companies:  The  Dialog  Corporation,  Financial  Times  Informa- 
tion, and  Dow  Jones  &  Company.  World  Reporter  covers  the 
leading  newspapers,  business  magazines,  and  newswires  from 
all  regions  of  the  world,  including  emerging  markets. 
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^^^")        Guidance  On  Searching  and  Examining 
PCT  Applications  Dravm  to 
Computer-Related  Inventions 

The  following  guidance  should  be  applied  when  searching 
and  examining  a  PCT  application  drawn  to  a  computer-related 
invention: 

Chapter  I  (Form  210  Search  Report) 

Under  Chapter  I,  Office  personnel  conduct  an  international 
search  and  prepare  an  international  search  report  on  aU  subject 
matter  searched  and  examined  in  U.S.  national  applications. 
Routinely,  such  subject  matter  includes  inter  alia  computer- 
related  inventions.  Under  the  Examination  Guidelines  for 
Computer-Related  Inventions  (Guidelines),  Office  personnel 
conduct  a  complete  examination,  including  a  thorough  search 
of  the  prior  art,  for  all  U.S.  national  applications  drawn  to 
computer-related  inventions  regardless  of  whether  the  claims 
recite  statutory  subject  matter.  See  61  Fed.  Reg.  7478  (Feb.  28, 
1996);  1184  OG  87  (March  26,  1996).  Thus,  Office  personnel 
must  conduct  an  international  search,  and  prepare  an  interna- 
tional search  report,  on  all  PCT  applications  drawn  to  com- 
puter-related inventions.' 

Office  personnel  are  reminded  that,  when  completing  Sec- 
tion C.  of  the  search  report  (Documents  Considered  To  Be 
Relevant),  the  prior  art  references  should  be  categorized  as 
either  "A",  "X"  or  "Y"  based  on  the  claims  read  in  light  of  the 
disclosure.  Also,  the  citations  should  indicate  which  claims  are 
relevant  to  the  reference. 

Chapter  II  (Form  408  Written  Opinion  and  Form  409  IPER) 

Under  Chapter  II,  Office  personnel  conduct  a  preUminary 
examination  and  prepare  an  international  preliminary  exami- 
nation report  (IPER).  In  the  examination.  Office  personnel 
determine  whether  the  claimed  invention  satisfies  the  criteria 
for  novelty,  inventive  step,  and  industrial  applicability.  For 
PCT  applications  drawn  to  computer-related  inventions.  Office 
personnel  should  use  the  Guidelines  as  an  aid  in  determining 
whether  the  claimed  invention  satisfies  the  criteria  for  indus- 
trial applicability.  Often,  a  claimed  invention  determined  to  be 
non-statutory  under  the  Guidelines  will  not  satisfy  the  criteria 
for  industrial  applicability  because  the  claimed  invention 
cannot  be  made  or  used  in  the  technological  sense  in  any  kind 
of  industry.  See  PCT  Article  33(4). 

Office  personnel  are  reminded,  however,  that  written  opin- 
ions and  IPERs  should  not  cite  U.S.  statutes,  regulations,  or 
case  law  except  those  which  pertain  to  PCT.  In  the  same 
manner,  written  opinions  and  IPERs  should  not  reference  the 
Guidelines  per  se. 

'  Accordingly,  Item  1.  of  Box  I.  in  the  search  report  is  not  applicable. 
However,  in  rare  circumstances.  Office  personnel  will  be  unable  to 
conduct  an  international  search,  e.g.,  it  is  impossible  to  determine  the 
subject  matter  of  the  PCT  application.  In  that  circumstance.  Item  2.  of 
Box  I.  should  be  checked  and  explained,  as  it  would  be  in  a  similar 
circumstance  for  non-computer-related  subject  matter. 


July  22,  1996 


BRUCE  A.  LEHMAN 

Assistant  Secretary  of  Commerce  and 

Commissioner  of  Patents  and 

Trademarks 

[1189  OG  58] 


(117) 


Department  of  Commerce 

Patent  and  Trademark  Office 

[Docket  No.  950921236-6049-03] 

RIN  0651-XX04 

Guidelines  for  Examination  of  Design  Patent 
Applications  For  Computer-Generated  Icons 


Agency:  Patent  and  Trademark  Office,  Commerce 

Action:  Notice 

Summary:  The  Patent  and  Trademark  Office  (PTO)  is  publish- 
ing the  final  version  of  guidelines  to  be  used  by  Office 
personnel  in  their  review  of  design  patent  applications  for 
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computer- generated  icons.  Because  these  guidelines  govern 
internal  practices,  they  are  exempt  from  notice  and  comment 
rulemaking  under  5  U.S.C.  553(b)(A). 

Effective  Date:  April  19,  1996. 

For  Further  Information  Contact:  John  Kittle  by  telephone  at 
(703)  308-1495,  by  telefax  at  (703)  305-3600,  by  electronic 
mail  through  the  INTERNET  to  "iconpat@uspto.gov,"  or  by 
mail  addressed  to  the  Assistant  Commissioner  for  Patents, 
Washington,  D.C.  20231,  Attn:  John  Kittle,  Director,  Group 
1100/2900,  Crystal  Plaza  3,  8D19. 

Supplementary  Information: 

I.  Discussion  of  Public  Comments 

Comments  were  received  by  the  PTO  from  eleven  different 
individuals  in  response  to  the  request  for  comments  on  the 
interim  guidelines  for  examination  of  design  patent  applica- 
tions for  computer-generated  icons  published  October  5,  1995 
(60  FR.  52170).  All  comments  have  been  carefully  considered. 

Two  comments  suggested  the  adoption  of  the  interim 
guidelines  as  proposed.  However,  a  number  of  changes  have 
been  made  to  the  interim  guidelines  in  response  to  the  other 
comments. 

One  comment  suggested  that  computer-generated  icons  are 
not  "ornamental"  designs  within  the  meaning  of  35  U.S.C.  171 
because  they  are  dictated  by  purely  functional  considerations. 
These  guidehnes  do  not  address  the  procedures  to  be  used  by 
PTO  personnel  in  assessing  design  omamentality.  Compliance 
with  the  omamentality  requirement  of  35  U.S.C.  171  will  be 
addressed  on  a  case-by-case  basis  pursuant  to  prevailing  laws, 
rules,  and  regulations.  In  this  regard,  prevailing  case  law,  such 
as  Avia  Group  Int'l,  Inc.  v.  L.A.  Gear  California,  Inc.,  853  F.2d 
1557,  1563  (Fed.  Cir.  1988),  indicates  that  a  distinction  exists 
between  the  functionality  of  an  article  and  the  functionality  of 
the  design  of  the  article  that  performs  the  function.  Based  on 
this  distinction,  the  design  of  a  computer-generated  icon  may 
not  be  dictated  by  the  function  associated  with  the  computer- 
generated  icon. 

Many  of  the  comments  suggested  that  the  PTO  delete  the 
requirement  for  a  sohd  Une  depiction  of  the  article  of  manu- 
facture on  the  ground  that  it  is  not  legally  required.  The  PTO 
has  adopted  this  suggestion.  The  final  guidelines  simply 
require  a  depiction  of  an  article  of  manufacture  in  either  solid 
or  broken  lines. 

Two  comments  suggested  that  the  PTO  delete  any  require- 
ment to  depict  an  article  of  manufacture  on  the  ground  that 
indication  of  an  article  of  manufacture  in  the  title  should  be 
sufficient.  This  suggestion  was  not  adopted.  The  depiction  of 
an  article  of  manufacture  is  necessary  to  ensure  that  any  design 
patent  covers  more  than  mere  abstract,  two-dimensional, 
surface  ornamentation. 

One  comment  suggested  that  the  language  in  the  guidelines 
be  amended  to  clarify  that  the  guidelines  satisfy  the  "design  for 
an  article  of  manufacture"  requirement  of  35  U.S.C.  171.  This 
suggestion  has  not  been  followed.  Computer-generated  icons 
are  designs  within  the  meaning  of  35  U.S.C.  171,  but  must  be 
embodied  in  an  article  of  manufacture  to  satisfy  the  statute. 
These  guidehnes  are  directed  to  determining  whether  the  icon 
is  embodied  in  an  article  of  manufacture,  not  whether  it  is  a 
design. 

One  comment  suggested  that  the  guidelines  be  amended  to 
clarify  that  the  drawing  must  contain  a  sufficient  number  of 
views  to  constitute  a  complete  disclosure  of  the  appearance  of 
the  article  as  required  by  37  CFR  1.152.  This  suggestion  was 
based  on  the  language  in  the  interim  guidelines  that  a  com- 
puter-generated icon  may  be  embodied  in  a  portion  of  com- 
puter screen,  monitor,  or  other  display  panel.  This  suggestion 
has  been  adopted.  See  footnote  6. 

One  comment  suggested  that  the  interim  guidelines  be 
modified  to  require  the  depiction  of  a  central  processing  unit 
(CPU).  This  suggestion  has  not  been  adopted.  The  dependence 
of  a  computer-generated  icon  on  a  CPU  for  its  existence  is  not 
a  reason  for  requiring  depiction  of  a  CPU. 

One  comment  suggested  deleting  the  rejection  under  35 
U.S.C.  112,  second  paragraph  for  failure  to  depict  the  article  of 
manufacture  in  solid  lines.  This  suggestion  has  been  adopted. 
CompUance  with  35  U.S.C.  112,  second  paragraph,  will  be 
addressed  on  a  case-by-case  basis  under  the  usual  laws,  rules, 
and  regulations  applied  to  such  questions. 


One  comment  suggested  that  the  guidelines  include  a 
statement  that  a  portion  of  a  computer  screen  can  be  repre- 
sented by  a  breakout  of  a  screen  portion  without  screen 
borders,  and  some  shade  lines  adjacent  to  the  icon  in  the 
breakout  portion  to  indicate  a  glass  surface.  The  suggestion  for 
a  statement  regarding  a  breakout  portion  was  not  specifically 
adopted.  However,  a  statement  was  added  to  footnote  6 
indicating  that  the  design  drawing  must  meet  the  requirements 
of  37  CFR  1.84  which  provides  for  exploded,  partial,  and 
sectional  views. 

One  comment  suggested  that  the  guidelines  include  a 
statement  that  the  characteristic  feature  statement  can  be  an 
appropriate  invention  title  and  that  the  title  could  be  repeated 
as  the  characteristic  feature  statement.  This  suggestion  has  not 
been  adopted.  The  characteristic  feature  statement  should 
describe  a  particular  feature  of  the  design  that  is  considered  a 
feature  of  novelty  or  non-obviousness  over  the  prior  art.  The 
guidelines  already  suggest  appropriate  titles. 

One  comment  suggested  that  some  other  form  of  intellectual 
property  protection  would  be  a  more  appropriate  method  of 
protecting  rights  in  computer-generated  icons.  The  availability 
of  other  forms  of  protection  is  not  grounds  for  denying  design 
patent  protection  to  computer-generated  icons  which  meet  the 
requirements  of  section  171. 

One  comment  suggested  that  the  interim  guidelines  may  be 
construed  as  substantive  rulemaking.  The  final  guidelines  have 
been  amended  to  indicate  that  they  govern  the  internal  opera- 
tions of  the  PTO.  The  guidelines  have  been  developed  to  assist 
PTO  personnel  in  their  review  of  design  patent  applications 
covering  computer-generated  icons  for  compliance  with  the 
"article  of  manufacture"  requirement  of  35  U.S.C.  171. 

II.  Guidelines  for  Examination  of  Design  Patent  Applica- 
tions for  Computer-Generated  Icons 

The  following  guidelines  have  been  developed  to  assist  PTO 
personnel  in  determining  whether  design  patent  applications 
for  computer-generated  icons  comply  with  the  "article  of 
manufacture"  requirement  of  35  U.S.C.  171.' 

A.  General  Principle  Governing  Compliance  with  the 

"Article  of  Manufacture"  Requirement 

The  PTO  considers  designs  for  computer-generated  icons^ 
embodied  in  articles  of  manufacture  to  be  statutory  subject 
matter  eligible  for  design  patent  protection  under  section  171. 
Thus,  if  an  application  claims  a  computer-generated  icon 
shown  on  a  computer  screen,  monitor,  other  display  panel,  or 
a  portion  thereof,^  the  claim  complies  with  the  "article  of 
manufacture"  requirement  of  section  171.'* 

B.  Procedures  for  Evaluating  Whether  Design  Patent 
Applications  Drawn  to  Computer-Generated  Icons  Comply 

With  the  "Article  of  Manufacture"  Requirement 

PTO  personnel  shall  adhere  to  the  following  procedures 
when  reviewing  design  patent  applications  drawn  to  computer- 
generated  icons  for  compliance  with  the  "article  of  manufac- 
ture" requirement  of  section  171. 

1 .  Read  the  entire  disclosure  to  determine  what  the  applicant 
claims  as  the  design^  and  to  determine  whether  the  design  is 
embodied  in  an  article  of  manufacture.  37  CFR  1.71  and 
1.152-54. 

a.  Review  the  drawing  to  determine  whether  a  computer 
screen,  monitor,  other  display  panel,  or  portion  thereof,  is 
shown.  37  CFR  1.152.'' 

b.  Review  the  title  to  determine  whether  it  clearly 
describes  the  claimed  subject  matter.''  37  CFR  1.153. 

c.  Review  the  specification  to  determine  whether  a  char- 
acteristic feature  statement  is  present.  37  CFR  1.71.  If  a 
characteristic  feature  statement  is  present,  determine  whether  it 
describes  the  claimed  subject  matter  as  a  computer-generated 
icon  embodied  in  a  computer  screen,  monitor,  other  display 
panel,  or  portion  thereof. 

2.  If  the  drawing  does  not  depict  a  computer-generated  icon 
embodied  in  a  computer  screen,  monitor,  other  display  panel, 
or  a  portion  thereof,  in  either  solid  or  broken  lines,  reject  the 
claimed  design  under  section  171  for  failing  to  comply  with 
the  article  of  manufacture  requirement. 

a.  If  the  disclosure  as  a  whole  does  not  suggest  or  describe 
the  claimed  subject  matter  as  a  computer-generated  icon 
embodied  in  a  computer  screen,  monitor,  other  display  panel, 
or  portion   thereof,   indicate  that:   (i)   the   claim   is   fatally 


1280  OG  216 
(118) 


OFFICIAL  GAZETTE 


March  2,  2004 


defective  under  section  171;  and  (ii)  amendments  to  the  written 
description,  drawings  and/or  claim  attempting  to  overcome  the 
rejection  will  not  be  entered  because  they  would  lack  a  written 
descriptive  basis  under  35  U.S.C.  112,  first  paragraph,  and 
would  constitute  new  matter  under  35  U.S.C.  132. 

b.  If  the  disclosure  as  a  whole  suggests  or  describes  the 
claimed  subject  matter  as  a  computer-generated  icon  embodied 
in  a  computer  screen,  monitor,  other  display  panel,  or  portion 
thereof;  indicate  that  the  drawing  may  be  amended  to  over- 
come the  rejection  under  section  171.  Suggest  amendments 
which  would  bring  the  claim  into  compliance  with  section  171. 

3.  Indicate  all  objections  to  the  disclosure  for  failure  to 
comply  with  the  formal  requirements  of  the  Rules  of  Practice 
in  Patent  Cases.  37  CFR  1.71,  1.81-85,  and  1.152-154.  Suggest 
amendments  which  would  bring  the  disclosure  into  compliance 
with  the  formal  requirements  of  the  Rules  of  Practice  in  Patent 
Cases. 

4.  Upon  response  by  applicant: 

a.  Approve  entry  of  any  amendments  which  have  support 
in  the  original  disclosure;  and 

b.  Review  all  arguments  and  the  entire  record,  including 
any  amendments,  to  determine  whether  the  drawing,  title,  and 
specification  clearly  disclose  a  computer-generated  icon  em- 
bodied in  a  computer  screen,  monitor,  other  display  panel,  or 
portion  thereof. 

5.  If,  by  a  preponderance  of  the  evidence,^  the  applicant  has 
established  that  the  computer-generated  icon  is  embodied  in  a 
computer  screen,  monitor,  other  display  panel,  or  portion 
thereof,  withdraw  the  rejection  under  section  171. 

III.  Effect  of  the  Guidelines  on  Pending  Design  Applica- 
tions Drawn  to  Computer-Generated  Icons 

PTO  personnel  shall  follow  the  procedures  set  forth  in  this 
Notice  when  examining  design  patent  applications  for  com- 
puter-generated icons  pending  in  the  PTO  as  of  the  effective 
date  of  these  Guidelines. 

IV.  Treatment  of  Type  Fonts 

Traditionally,  type  fonts  have  been  generated  by  solid  blocks 
from  which  each  letter  or  symbol  was  produced.  Consequently, 
the  PTO  has  historically  granted  design  patents  drawn  to  type 
fonts.  PTO  personnel  should  not  reject  claims  for  type  fonts 
under  Section  171  for  failure  to  comply  with  the  "article  of 
manufacture"  requirement  on  the  basis  that  more  modem 
methods  of  typesetting,  including  computer-generation,  do  not 
require  solid  printing  blocks. 

V.  Notes 

1 .  Further  procedures  for  search  and  examination  of  design 
patent  applications  to  ensure  compliance  with  all  other  condi- 
tions of  patentability  are  found  in  the  Manual  of  Patent 
Examining  Procedure,  Chapter  1500. 

2.  Computer-generated  icons,  such  as  full  screen  displays 
and  individual  icons,  are  two-dimensional  images  which  alone 
are  surface  ornamentation.  See,  e.g.,  Ex  parte  Strijland,  26 
USPQ2d  1259,  1262  (Bd.  Pat  App.  &  Int.  1992)  (computer- 
generated  icon  alone  is  merely  surface  ornamentation). 

3.  Since  a  patentable  "design  is  inseparable  from  the  object 
to  which  it  is  applied  and  cannot  exist  alone  merely  as  a 
scheme  of  surface  ornamentation,"  a  computer-generated  icon 
must  be  embodied  in  a  computer  screen,  monitor,  other  display 
panel,  or  portion  thereof,  to  satisfy  section  171.  MPEP  1502; 
1504.01.A. 

4.  "We  do  not  see  that  the  dependence  of  the  existence  of  a 
design  on  something  outside  itself  is  a  reason  for  holding  it  is 
not  a  design  'for  an  article  of  manufacture.'"  In  re  Hruby,  153 
USPQ  61,  66  (CCPA  1967)  (design  of  water  fountain  patent- 
able design  for  an  article  of  manufacture).  The  dependence  of 
a  computer-generated  icon  on  a  central  processing  unit  and 
computer  program  for  its  existence  itself  is  not  a  reason  for 
holding  that  the  design  is  not  for  an  article  of  manufacture. 

5.  Since  the  claim  must  be  in  formal  terms  to  the  design  "as 
shown,  or  as  shown  and  described,"  the  drawing  provides  the 
best  description  of  the  claim.  37  CFR  1.153. 

6.  Although  a  computer-generated  icon  may  be  embodied  in 
only  a  portion  of  a  computer  screen,  monitor,  or  other  display 
panel,  the  drawing  "must  contain  a  sufficient  number  of  views 


to  constitute  a  complete  disclosure  of  the  appearance  of  the 
article."  37  CFR  1.152.  In  addition,  the  drawing  must  comply 
with  37  CFR  1.84. 

7.  The  following  titles  do  not  adequately  describe  a  design 
for  an  article  of  manufacture  under  section  171:  "computer 
icon;"  or  "icon."  On  the  other  hand,  the  following  titles  do 
adequately  describe  a  design  for  an  article  of  manufacture 
under  section  171:  "computer  screen  with  an  icon;"  "display 
panel  with  a  computer  icon;"  "portion  of  a  computer  screen 
with  an  icon  image;"  "portion  of  a  display  panel  with  a 
computer  icon  image;"  or  "portion  of  a  monitor  displayed  with 
a  computer  icon  image." 

8.  See  McGrady  v.  Aspenglas  Corp.,  487  F.  Supp.  859,  861. 
208  USPQ  242,  244  (S.D.N.Y.  1980)  (descriptive  statement  in 
design  patent  application  narrows  claim  scope). 

9.  See  In  re  Oetiker,  911  F2d  1443,  1445,  24  USPQ2d  1443, 
1444  (Fed.  Cir.  1992)  ("After  evidence  or  argument  is  submit- 
ted by  the  applicant  in  response,  patentability  is  determined  on 
the  totaUty  of  the  record,  by  a  preponderance  of  evidence  with 
due  consideration  to  persuasiveness  of  argument."). 
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Patent  and  Trademark  Office 
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Examination  Guidelines  for 
Computer-Related  Inventions 

Agency:  Patent  and  Trademark  Office,  Commerce. 

Action:  Notice. 

Summary:  The  Patent  and  Trademark  Office  ("Office")  is 

publishing  the  final  version  of  the  guidelines  to  be  used  in 

examination  of  computer-related  inventions. 

Effective  Date:  March  29,  1996. 

For  Further  Information   Contact:   Karen  A.  Buchanan  by 

telephone  at  (703)  305-8607,  by  facsimile  at  (703)  305-9373, 

by  electronic  mail  at  buchanan@uspto.gov,  or  by  mail  marked 

to  her  attention  addressed  to  Office  of  the  Solicitor,  P.O.  Box 

15667,  Arlington,  Va.  22215. 

Supplementary  Information: 

A.  Discussion  of  Public  Comments 

The  Office  received  forty-six  comments  in  response  to  the 
"Request  for  Pubhc  Comment  on  the  Proposed  Examination 
Guidelines  for  Computer-Implemented  Inventions"  published 
on  June  2,  1995  (60  FR  28778)  and  the  supporting  legal 
analysis  issued  on  October  3,  1995.  The  Office  has  carefully 
considered  all  of  the  comments,  and  a  number  of  changes  have 
been  made  in  response 

These  changes  include:  (1)  merging  the  guidelines  and  the 
legal  analysis  in  support  of  the  guidelines  into  a  single 
document,  (2)  changing  the  subject  title  of  the  document  from 
"computer-implemented"  inventions  to  "computer-related"  in- 
ventions, (3)  clarifying  the  legal  requirements  for  statutory 
subject  matter,  (4)  segmenting  the  guidelines  into  separate 
statutory  requirements  for  patentability,  and  (5)  ensuring  that 
the  guidelines  treated  computer-related  inventions  in  the  same 
manner  as  inventions  in  other  technologies  to  avoid  creation  of 
an  artificial  distinction  between  hardware-implemented  and 
software-implemented  inventions 

Several  suggestions  have  not  been  adopted.  These  include: 
(1)  determining  that  claims  for  data  structures  per  se  and 
computer  programs  per  se  are  statutory  subject  matter,  (2) 
determining  that  claims  for  non-functional  descriptive  material 
embodied  on  computer-readable  media  are  statutory  subject 
matter,  and  (3)  treating  claims  that  infer  functional  descriptive 
material  is  embodied  on  computer-readable  medium  as  claims 
limited  to  computer-readable  medium  embodying  the  func- 
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tional  descriptive  material.  The  first  two  suggestions  are 
addressed  in  detail  in  Section  IV.B.l(a)-(c)  and  the  last 
suggestion  is  addressed  in  detail  in  Section  IV.B.2(d). 

Several  commentors  encouraged  the  Office  to  improve  its 
ability  to  conduct  effective  prior  art  searches.  Such  encourage- 
ment is  consistent  with  the  current  Office  plan  to  use  automated 
search  tools  to  effectively  conduct  such  prior  art  searches 

B.  Examination  Guidelines  for  Computer-Related  Inven- 
tions 

I.  Introduction 

These  "Examination  Guidelines  for  Computer-Related  In- 
ventions"' ("Guidehnes")  are  to  assist  Office  personnel  in  the 
examination  of  apphcations  drawn  to  computer-related  inven- 
tions.^ The  Guidelines  are  based  on  the  Office's  current 
understanding  of  the  law  and  are  believed  to  be  fully  consistent 
with  binding  precedent  of  the  Supreme  Court,  the  Federal 
Circuit  and  the  Federal  Circuit's  predecessor  courts. 

These  Guidelines  do  not  constitute  substantive  rulemaking 
and  hence  do  not  have  the  force  and  effect  of  law.  These 
Guidelines  have  been  designed  to  assist  Office  personnel  in 
analyzing  claimed  subject  matter  for  compliance  with  substan- 
tive law.  Rejections  will  be  based  upon  the  substantive  law  and 
it  is  these  rejections  which  are  appealable.  Consequently,  any 
failure  by  Office  personnel  to  follow  the  Guidelines  is  neither 
appealable  nor  petitionable. 

The  Guidelines  alter  the  procedures  Office  personnel  will 
follow  when  examining  applications  drawn  to  computer- 
related  inventions  and  are  equally  applicable  to  claimed 
inventions  implemented  in  either  hardware  or  software.  The 
Guidelines  also  clarify  the  Office's  position  on  certain  patent- 
ability standards  related  to  this  field  of  technology.  Office 
personnel  are  to  rely  on  these  Guidelines  in  the  event  of  any 
inconsistent  treatment  of  issues  between  these  Guidelines  and 
any  earlier  provided  guidance  from  the  Office. 

The  Freeman- Walter- Abele^  test  may  additionally  be  relied 
upon  in  analyzing  claims  directed  solely  to  a  process  for 
solving  a  mathematical  algorithm. 

Office  personnel  have  had  difficulty  in  properly  treating 
claims  directed  to  methods  of  doing  business.  Claims  should 
not  be  categorized  as  methods  of  doing  business.  Instead,  such 
claims  should  be  treated  like  any  other  process  claims,  pursu- 
ant to  these  Guidelines  when  relevant."* 

The  appendix  includes  a  flow  chart  of  the  process  Office 
personnel  wiU  follow  in  conducting  examinations  for  com- 
puter-related inventions. 

II.  Determine  What  Applicant  Has  Invented  and  Is  Seeking 
to  Patent 

It  is  essential  that  patent  applicants  obtain  a  prompt  yet 
complete  examination  of  their  applications.  Under  the  prin- 
ciples of  compact  prosecution,  each  claim  should  be  reviewed 
for  compliance  with  every  statutory  requirement  for  patent- 
ability in  the  initial  review  of  the  application,  even  if  one  or 
more  claims  are  found  to  be  deficient  with  respect  to  some 
statutory  requirement.  Thus,  Office  personnel  should  state  all 
reasons  and  bases  for  rejecting  claims  in  the  first  Office  action. 
Deficiencies  should  be  explained  clearly,  particularly  when 
they  serve  as  a  basis  for  a  rejection.  Whenever  practicable, 
Office  personnel  should  indicate  how  rejections  may  be  over- 
come and  how  problems  may  be  resolved.  A  failure  to  follow 
this  approach  can  lead  to  unnecessary  delays  in  the  prosecution 
of  the  application. 

Prior  to  focusing  on  specific  statutory  requirements,  Office 
personnel  must  begin  examination  by  determining  what,  pre- 
cisely, the  applicant  has  invented  and  is  seeking  to  patent,^  and 
how  the  claims  relate  to  and  define  that  invention.  Conse- 
quently, Office  personnel  will  no  longer  begin  examination  by 
determining  if  a  claim  recites  a  "mathematical  algorithm." 
Rather,  they  will  review  the  complete  specification,  including 
the  detailed  description  of  the  invention,  any  specific  embodi- 
ments that  have  been  disclosed,  the  claims  and  any  specific 
utilities  that  have  been  asserted  for  the  invention. 

A.  Identify  and  Understand  Any  Practical  Application 
Asserted  for  the  Invention 

The  subject  matter  sought  to  be  patented  must  be  a  "useful" 
process,  machine,  manufacture  or  composition  of  matter,  i.e.,  it 
must  have  a  practical  application.  The  purpose  of  this  require- 
ment is  to  limit  patent  protection  to  inventions  that  possess  a 


certain  level  of  "real  world"  value,  as  opposed  to  subject 
matter  that  represents  nothing  more  than  an  idea  or  concept,  or 
is  simply  a  starting  point  for  future  investigation  or  research.^ 
Accordingly,  a  complete  disclosure  should  contain  some  indi- 
cation of  the  practical  application  for  the  claimed  invention, 
i.e.,  why  the  applicant  beUeves  the  claimed  invention  is  useful. 

The  utihty  of  an  invention  must  be  within  the  "technologi- 
cal" arts.'  A  computer-related  invention  is  within  the  techno- 
logical arts.  A  practical  application  of  a  computer-related 
invention  is  statutory  subject  matter.  This  requirement  can  be 
discerned  from  the  variously  phrased  prohibitions  against  the 
patenting  of  abstract  ideas,  laws  of  nature  or  natural  phenom- 
ena. An  invention  that  has  a  practical  application  in  the 
technological  arts  satisfies  the  utility  requirement.^ 

The  applicant  is  in  the  best  position  to  explain  why  an 
invention  is  believed  useful.  Office  personnel  should  therefore 
focus  their  efforts  on  pointing  out  statements  made  in  the 
specification  that  identify  all  practical  applications  for  the 
invention.  Office  personnel  should  rely  on  such  statements 
throughout  the  examination  when  assessing  the  invention  for 
compliance  with  all  statutory  criteria.  An  applicant  may  assert 
more  than  one  practical  apphcation,  but  only  one  is  necessary 
to  satisfy  the  utility  requirement.  Office  personnel  should 
review  the  entire  disclosure  to  determine  the  features  necessary 
to  accomplish  at  least  one  asserted  practical  apphcation. 

B.  Revievr  the  Detailed  Disclosure  and  Specific  Embodi- 
ments of  the  Invention  to  Determine  What  the  Applicant 
Has  Invented 

The  written  description  will  provide  the  clearest  explanation 
of  the  applicant's  invention,  by  exemplifying  the  invention, 
explaining  how  it  relates  to  the  prior  art  and  explaining  the 
relative  significance  of  various  features  of  the  invention. 
Accordingly,  Office  personnel  should  begin  their  evaluation  of 
a  computer-related  invention  as  follows: 

—  determine  what  the  programmed  computer  does  when  it 
performs  the  processes  dictated  by  the  software  (i.e.,  the 
functionality  of  the  programmed  computer);^ 

—  determine  how  the  computer  is  to  be  configured  to  provide 
that  functionality  (i.e.,  what  elements  constitute  the  pro- 
grammed computer  and  how  those  elements  are  configured  and 
interrelated  to  provide  the  specified  functionality);  and 

—  if  applicable,  determine  the  relationship  of  the  programmed 
computer  to  other  subject  matter  outside  the  computer  that 
constitutes  the  invention  (e.g.,  machines,  devices,  materials,  or 
process  steps  other  than  those  that  are  part  of  or  performed  by 
the  programmed  computer). '° 

Patent  applicants  can  assist  the  Office  by  preparing  applica- 
tions that  clearly  set  forth  these  aspects  of  a  computer-related 
invention. 

C.  Review  the  Claims 

The  claims  define  the  property  rights  provided  by  a  patent, 
and  thus  require  careful  scrutiny.  The  goal  of  claim  analysis  is 
to  identify  the  boundaries  of  the  protection  sought  by  the 
applicant  and  to  understand  how  the  claims  relate  to  and  define 
what  the  applicant  has  indicated  is  the  invention.  Office 
personnel  must  thoroughly  analyze  the  language  of  a  claim 
before  determining  if  the  claim  complies  with  each  statutory 
requirement  for  patentability. 

Office  personnel  should  begin  claim  analysis  by  identifying 
and  evaluating  each  claim  limitation.  For  processes,  the  claim 
limitations  will  define  steps  or  acts  to  be  performed.  For 
products",  the  claim  limitations  will  define  discrete  physical 
structures.  The  discrete  physical  structures  may  be  comprised 
of  hardware  or  a  combination  of  hardware  and  software. 

Office  personnel  are  to  correlate  each  claim  limitation  to  all 
portions  of  the  disclosure  that  describe  the  claim  limitation. 
This  is  to  be  done  in  all  cases,  i.e.,  whether  or  not  the  claimed 
invention  is  defined  using  means  or  step  plus  function  lan- 
guage. The  correlation  step  will  ensure  that  Office  personnel 
correctly  interpret  each  claim  hmitation. 

The  subject  matter  of  a  properly  construed  claim  is  defined 
by  the  terms  that  limit  its  scope.  It  is  this  subject  matter  that 
must  be  examined.  As  a  general  matter,  the  grammar  and 
intended  meaning  of  terms  used  in  a  claim  will  dictate  whether 
the  language  limits  the  claim  scope.  Language  that  suggests  or 
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makes  optional  but  does  not  require  steps  to  be  performed  or 
does  not  limit  a  claim  to  a  particular  structure  does  not  limit  the 
scope  of  a  claim  or  claim  limitation/^ 

OflBce  personnel  must  rely  on  the  applicant's  disclosure  to 
properly  determine  the  meaning  of  terms  used  in  the  claims.''^ 
An  applicant  is  entitled  to  be  his  or  her  own  lexicographer,  and 
in  many  instances  will  provide  an  explicit  definition  for  certain 
terms  used  in  the  claims.  Where  an  explicit  definition  is 
provided  by  the  applicant  for  a  term,  that  definition  will  control 
interpretation  of  the  term  as  it  is  used  in  the  claim.  Office 
personnel  should  determine  if  the  original  disclosure  provides 
a  definition  consistent  with  any  assertions  made  by  applicant.'"^ 
If  an  applicant  does  not  define  a  term  in  the  specification,  that 
term  will  be  given  its  "common  meaning."'^ 

If  the  applicant  asserts  that  a  term  has  a  meaning  that 
conflicts  with  the  term's  art-accepted  meaning.  Office  person- 
nel should  encourage  the  applicant  to  amend  the  claim  to  better 
reflect  what  applicant  intends  to  claim  as  the  invention.  If  the 
application  becomes  a  patent,  it  becomes  prior  art  against 
subsequent  applications.  Therefore,  it  is  important  for  later 
search  purposes  to  have  the  patentee  employ  commonly 
accepted  terminology,  particularly  for  searching  text-search- 
able databases. 

Office  personnel  must  always  remember  to  use  the  perspec- 
tive of  one  of  ordinary  skill  in  the  art.  Claims  and  disclosures 
are  not  to  be  evaluated  in  a  vacuum.  If  elements  of  an  invention 
are  well  known  in  the  art,  the  applicant  does  not  have  to 
provide  a  disclosure  that  describes  those  elements.  In  such  a 
case  the  elements  will  be  construed  as  encompassing  any  and 
every  art-recognized  hardware  or  combination  of  hardware  and 
software  technique  for  implementing  the  defined  requisite 
functionalities. 

Office  personnel  are  to  give  claims  their  broadest  reasonable 
interpretation  in  light  of  the  supporting  disclosure.'^  Where 
means  plus  function  language  is  used  to  define  the  character- 
istics of  a  machine  or  manufacture  invention,  claim  limitations 
must  be  interpreted  to  read  on  only  the  structures  or  materials 
disclosed  in  the  specification  and  "equivalents  thereof."'^ 
Disclosure  may  be  express,  implicit  or  inherent.  Thus,  at  the 
outset,  Office  personnel  must  attempt  to  correlate  claimed 
means  to  elements  set  forth  in  the  written  description.  The 
written  description  includes  the  specification  and  the  drawings. 
Office  personnel  are  to  give  the  claimed  means  plus  function 
limitations  their  broadest  reasonable  interpretation  consistent 
with  all  corresponding  structures  or  materials  described  in  the 
specification  and  their  equivalents.  Further  guidance  in  inter- 
preting the  scope  of  equivalents  is  provided  in  the  "Examina- 
tion Guidelines  For  Claims  Reciting  A  Means  or  Step  Plus 
Function  Limitation  In  Accordance  With  35  U.S.C.  112,  6th 
Paragraph"  ("Means  Plus  Function  Guidelines").'^ 

While  it  is  appropriate  to  use  the  specification  to  determine 
what  applicant  intends  a  term  to  mean,  a  positive  limitation 
from  the  specification  cannot  be  read  into  a  claim  that  does  not 
impose  that  limitation.  A  broad  interpretation  of  a  claim  by 
Office  personnel  will  reduce  the  possibility  that  the  claim, 
when  issued,  will  be  interpreted  more  broadly  than  is  justified 
or  intended.  An  applicant  can  always  amend  a  claim  during 
prosecution  to  better  reflect  the  intended  scope  of  the  claim. 

Finally,  when  evaluating  the  scope  of  a  claim,  every 
limitation  in  the  claim  must  be  considered.'^  Office  personnel 
may  not  dissect  a  claimed  invention  into  discrete  elements  and 
then  evaluate  the  elements  in  isolation.  Instead,  the  claim  as  a 
whole  must  be  considered. 


III.  Conduct  a  Thorough  Search  of  the  Prior  Art 


Prior  to  classifying  the  claimed  invention  under  101,  Office 
personnel  are  expected  to  conduct  a  thorough  search  of  the 
prior  art.  Generally,  a  thorough  search  involves  reviewing  both 
U.S.  and  foreign  patents  and  non-patent  literature.  In  many 
cases,  the  result  of  such  a  search  will  contribute  to  Office 
personnel's  understanding  of  the  invention.  Both  claimed  and 
unclaimed  aspects  of  the  invention  described  in  the  specifica- 
tion should  be  searched  if  there  is  a  reasonable  expectation  that 
the  unclaimed  aspects  may  be  later  claimed.  A  search  must  take 
into  account  any  structure  or  material  described  in  the  speci- 
fication and  its  equivalents  which  correspond  to  the  claimed 
means  plus  function  limitation,  in  accordance  with  35  U.S.C.  § 
112,  sixth  paragraph  and  the  Means  Plus  Function  Guide- 
lines.^° 


IV.  Determine  Whether  the  Claimed  Invention  Complies 
with  35  U.S.C.  §  101 

A.  Consider  the  Breadth  of  35  U.S.C.  §  101  Under  Con- 
trolling Law 

As  the  Supreme  Court  has  held,  Congress  chose  the  expan- 
sive language  of  §  101  so  as  to  include  "anything  under  the  sun 
that  is  made  by  man."''  Accordingly,  §  101  of  title  35,  United 
States  Code,  provides: 

Whoever  invents  or  discovers  any  new  and  useful  process, 
machine,  manufacture,  or  composition  of  matter,  or  any  new 
and  useful  improvement  thereof,  may  obtain  a  patent  therefor, 
subject  to  the  conditions  and  requirements  of  this  title."^ 

As  cast,  §  101  defines  four  categories  of  inventions  that 
Congress  deemed  to  be  the  appropriate  subject  matter  of  a 
patent;  namely,  processes,  machines,  manufactures  and  com- 
positions of  matter.  The  latter  three  categories  define  "things" 
while  the  first  category  defines  "actions"  (i.e.,  inventions  that 
consist  of  a  series  of  steps  or  acts  to  be  performed). ^^ 

Federal  courts  have  held  that  §  101  does  have  certain  limits. 
First,  the  phrase  "anything  under  the  sun  that  is  made  by  man" 
is  limited  by  the  text  of  §  101,  meaning  that  one  may  only 
patent  something  that  is  a  machine,  manufacture,  composition 
of  matter  or  a  process.'^"'  Second,  §  101  requires  that  the  subject 
matter  sought  to  be  patented  be  a  "useful"  invention.  Accord- 
ingly, a  complete  definition  of  the  scope  of  §  101,  reflecting 
Congressional  intent,  is  that  any  new  and  useful  process, 
machine,  manufacture  or  composition  of  matter  under  the  sun 
that  is  made  by  man  is  the  proper  subject  matter  of  a  patent. 
Subject  matter  not  within  one  of  the  four  statutory  invention 
categories  or  which  is  not  "useful"  in  a  patent  sense  is, 
accordingly,  not  eligible  to  be  patented. 

The  subject  matter  courts  have  found  to  be  outside  the  four 
statutory  categories  of  invention  is  limited  to  abstract  ideas, 
laws  of  nature  and  natural  phenomena.  While  this  is  easily 
stated,  determining  whether  an  applicant  is  seeking  to  patent  an 
abstract  idea,  a  law  of  nature  or  a  natural  phenomenon  has 
proven  to  be  challenging.  These  three  exclusions  recognize 
that  subject  matter  that  is  not  a  practical  application  or  use  of 
an  idea,  a  law  of  nature  or  a  natural  phenomenon  is  not 
patentable.  ""^ 

Courts  have  expressed  a  concern  over  "preemption"  of 
ideas,  laws  of  nature  or  natural  phenomena.'^  The  concern 
over  preemption  serves  to  bolster  and  justify  the  prohibition 
against  the  patenting  of  such  subject  matter.  In  fact,  such 
concerns  are  only  relevant  to  claiming  a  scientific  truth  or 
principle.  Thus,  a  claim  to  an  "abstract  idea"  is  non-statutory 
because  it  does  not  represent  a  practical  application  of  the  idea, 
not  because  it  would  preempt  the  idea. 

B.  Classify  the  Claimed  Invention  as  to  Its  Proper  Statu- 
tory Category 

To  properly  determine  whether  a  claimed  invention  com- 
plies with  the  statutory  invention  requirements  of  §  101,  Office 
personnel  should  classify  each  claim  into  one  or  more  statutory 
or  non-statutory  categories.  If  the  claim  falls  into  a  non- 
statutory category,  that  should  not  preclude  complete  exami- 
nation of  the  application  for  satisfaction  of  all  other  conditions 
of  patentability.  This  classification  is  only  an  initial  finding  at 
this  point  in  the  examination  process  that  will  be  again 
assessed  after  the  examination  for  compliance  with  §  102,  § 
103  and  §  112  is  completed  and  before  issuance  of  any  Office 
action  on  the  merits. 

If  the  invention  as  set  forth  in  the  written  description  is 
statutory,  but  the  claims  define  subject  matter  that  is  not,  the 
deficiency  can  be  corrected  by  an  appropriate  amendment  of 
the  claims.  In  such  a  case.  Office  personnel  should  reject  the 
claims  drawn  to  non-statutory  subject  matter  under  §  101,  but 
identify  the  features  of  the  invention  that  would  render  the 
claimed  subject  matter  statutory  if  recited  in  the  claim. 

1.  Non-Statutory  Subject  Matter 

Claims  to  computer-related  inventions  that  are  clearly  non- 
statutory fall  into  the  same  general  categories  as  non-statutory 
claims  in  other  arts,  namely  natural  phenomena  such  as 
magnetism,  and  abstract  ideas  or  laws  of  nature  which  consti- 
tute "descriptive  material."  Descriptive  material  can  be  char- 
acterized as  either  "functional  descriptive  material"  or  "non- 
functional descriptive  material."  In  this  context,  "functional 
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descriptive  material"  consists  of  data  structures'^  and  com- 
puter programs  which  impart  functionality  when  encoded  on  a 
computer-readable  medium.  "Non-functional  descriptive  ma- 
terial" includes  but  is  not  limited  to  music,  literary  works  and 
a  compilation  or  mere  arrangement  of  data. 

Both  types  of  "descriptive  material"  are  non-statutory  when 
claimed  as  descriptive  material  per  se.  When  functional  de- 
scriptive material  is  recorded  on  some  computer-readable 
medium  it  becomes  structurally  and  functionally  interrelated  to 
the  medium  and  will  be  statutory  in  most  cases. "^  When 
non-functional  descriptive  material  is  recorded  on  some  com- 
puter-readable medium,  it  is  not  structurally  and  functionally 
interrelated  to  the  medium  but  is  merely  carried  by  the 
medium.  Merely  claiming  non-functional  descriptive  material 
stored  in  a  computer-readable  medium  does  not  make  it 
statutory.  Such  a  result  would  exalt  form  over  substance.'^ 
Thus,  non-statutory  music  does  not  become  statutory  by 
merely  recording  it  on  a  compact  disk.  Protection  for  this  type 
of  work  is  provided  under  the  copyright  law. 

Claims  to  processes  that  do  nothing  more  than  solve 
mathematical  problems  or  manipulate  abstract  ideas  or  con- 
cepts are  more  complex  to  analyze  and  are  addressed  below. 
See  sections  IV.B.2(d)  and  IV.B.2(e). 

(a)  Functional  Descriptive  Material:  "Data  Structures" 
Representing  Descriptive  Material  Per  Se  or  Computer 
Programs  Representing  Computer  Listings  Per  Se 

Data  structures  not  claimed  as  embodied  in  computer- 
readable  media  are  descriptive  material  per  se  and  are  not 
statutory  because  they  are  neither  physical  "things"  nor  statu- 
tory processes.^"  Such  claimed  data  structures  do  not  define 
any  structural  and  functional  interrelationships  between  the 
data  structure  and  other  claimed  aspects  of  the  invention  which 
permit  the  data  structure's  functionality  to  be  realized.  In 
contrast,  a  claimed  computer-readable  medium  encoded  with  a 
data  structure  defines  structural  and  functional  interrelation- 
ships between  the  data  structure  and  the  medium  which  permit 
the  data  structure's  functionality  to  be  realized,  and  is  thus 
statutory. 

Similarly,  computer  programs  claimed  as  computer  listings 
per  se.  i.e.,  the  descriptions  or  expressions  of  the  programs,  are 
not  physical  "things,"  nor  are  they  statutory  processes,  as  they 
are  not  "acts"  being  performed.  Such  claimed  computer 
programs  do  not  define  any  structural  and  functional  interre- 
lationships between  the  computer  program  and  other  claimed 
aspects  of  the  invention  which  permit  the  computer  program's 
functionality  to  be  reahzed.  In  contrast,  a  claimed  computer- 
readable  medium  encoded  with  a  computer  program  defines 
structural  and  functional  interrelationships  between  the  com- 
puter program  and  the  medium  which  permit  the  computer 
program's  functionaUty  to  be  realized,  and  is  thus  statutory. 
Accordingly,  it  is  important  to  distinguish  claims  that  define 
descriptive  material  per  se  from  claims  that  define  statutory 
inventions. 

Computer  programs  are  often  recited  as  part  of  a  claim. 
Office  personnel  should  determine  whether  the  computer 
program  is  being  claimed  as  part  of  an  otherwise  statutory 
manufacture  or  machine.  In  such  a  case,  the  claim  remains 
statutory  irrespective  of  the  fact  that  a  computer  program  is 
included  in  the  claim.  The  same  result  occurs  when  a  computer 
program  is  used  in  a  computerized  process  where  the  computer 
executes  the  instructions  set  forth  in  the  computer  program. 
Only  when  the  claimed  invention  taken  as  a  whole  is  directed 
to  a  mere  program  listing,  i.e.,  to  only  its  description  or 
expression,  is  it  descriptive  material  per  se  and  hence  non- 
statutory. 

Since  a  computer  program  is  merely  a  set  of  instructions 
capable  of  being  executed  by  a  computer,  the  computer 
program  itself  is  not  a  process  and  Office  personnel  should 
treat  a  claim  for  a  computer  program,  without  the  computer- 
readable  medium  needed  to  realize  the  computer  program's 
functionality,  as  non-statutory  functional  descriptive  material. 
When  a  computer  program  is  claimed  in  a  process  where  the 
computer  is  executing  the  computer  program's  instructions. 
Office  personnel  should  treat  the  claim  as  a  process  claim.  See 
Sections  IV.B.2(b)-(e).  When  a  computer  program  is  recited  in 
conjunction  with  a  physical  structure,  such  as  a  computer 
memory.  Office  personnel  should  treat  the  claim  as  a  product 
claim.  See  Section  IV.B.2(a). 

(b)  Non-Functional  Descriptive  Material 

Descriptive  material  that  cannot  exhibit  any  functional 
interrelationship  with  the  way  in  which  computing  processes 


are  performed  does  not  constitute  a  statutory  process,  machine, 
manufacture  or  composition  of  matter  and  should  be  rejected 
under  §  101.  Thus,  Office  personnel  should  consider  the 
claimed  invention  as  a  whole  to  determine  whether  the 
necessai7  functional  interrelationship  is  provided. 

Where  certain  types  of  descriptive  material,  such  as  music, 
literature,  art,  photographs  and  mere  arrangements  or  compi- 
lations of  facts  or  data,  '  are  merely  stored  so  as  to  be  read  or 
outputted  by  a  computer  without  creating  any  functional 
interrelationship,  either  as  part  of  the  stored  data  or  as  part  of 
the  computing  processes  performed  by  the  computer,  then  such 
descriptive  material  alone  does  not  impart  functionality  either 
to  the  data  as  so  structured,  or  to  the  computer.  Such  "descrip- 
tive material"  is  not  a  process,  machine,  manufacture  or 
composition  of  matter. 

The  policy  that  precludes  the  patenting  of  non-functional 
descriptive  material  would  be  easily  frustrated  if  the  same 
descriptive  material  could  be  patented  when  claimed  as  an 
article  of  manufacture. "*"  For  example,  music  is  commonly  sold 
to  consumers  in  the  format  of  a  compact  disc.  In  such  cases, 
the  known  compact  disc  acts  as  nothing  more  than  a  carrier  for 
non-functional  descriptive  material.  The  purely  non-functional 
descriptive  material  cannot  alone  provide  the  practical  appli- 
cation for  the  manufacture. 

Office  personnel  should  be  prudent  in  applying  the  foregoing 
guidance.  Non-functional  descriptive  material  may  be  claimed 
in  combination  with  other  functional  descriptive  material  on  a 
computer-readable  medium  to  provide  the  necessary  functional 
and  structural  interrelationship  to  satisfy  the  requirements  of  § 
101.  The  presence  of  the  claimed  non-functional  descriptive 
material  is  not  necessarily  determinative  of  non-statutory 
subject  matter  For  example,  a  computer  that  recognizes  a 
particular  grouping  of  musical  notes  read  from  memory  and 
upon  recognizing  that  particular  sequence,  causes  another 
defined  series  of  notes  to  be  played,  defines  a  functional 
interrelationship  among  that  data  and  the  computing  processes 
performed  when  utilizing  that  data,  and  as  such  is  statutory 
because  it  implements  a  statutory  process. 

(c)  Natural  Phenomena  Such  as  Electricity  and  Magnetism 

Claims  that  recite  nothing  but  the  physical  characteristics  of 
a  form  of  energy,  such  as  a  frequency,  voltage,  or  the  strength 
of  a  magnetic  field,  define  energy  or  magnetism,  per  se,  and  as 
such  are  non-statutory  natural  phenomena. ''^  However,  a  claim 
directed  to  a  practical  apphcation  of  a  natural  phenomenon 
such  as  energy  or  magnetism  is  statutory.'*'* 

2.  Statutory  Subject  Matter 

(a)  Statutory  Product  Claims"'^ 

If  a  claim  defines  a  useful  machine  or  manufacture  by 
identifying  the  physical  structure  of  the  machine  or  manufac- 
ture in  terms  of  its  hardware  or  hardware  and  software 
combination,  it  defines  a  statutory  product.^^ 

A  machine  or  manufacture  claim  may  be  one  of  two  types: 
(1)  a  claim  that  encompasses  any  and  every  machine  for 
performing  the  underlying  process  or  any  and  every  manufac- 
ture that  can  cause  a  computer  to  perform  the  underlying 
process,  or  (2)  a  claim  that  defines  a  specific  machine  or 
manufacture.  When  a  claim  is  of  the  first  type.  Office  personnel 
are  to  evaluate  the  underlying  process  the  computer  will 
perform  in  order  to  determine  the  patentability  of  the  product. 

(i)  Claims  that  Encompass  Any  Machine  or  Manufacture 
Embodiment  of  a  Process 

Office  personnel  must  treat  each  claim  as  a  whole.  The  mere 
fact  that  a  hardware  element  is  recited  in  a  claim  does  not 
necessarily  limit  the  claim  to  a  specific  machine  or  manufac- 
ture.^^ If  a  product  claim  encompasses  any  and  every  computer 
implementation  of  a  process,  when  read  in  light  of  the 
specification,  it  should  be  examined  on  the  basis  of  the 
underlying  process.  Such  a  claim  can  be  recognized  as  it  will; 

—  define  the  physical  characteristics  of  a  computer  or  computer 
component  exclusively  as  functions  or  steps  to  be  performed 
on  or  by  a  computer,  and 

—  encompass  any  and  every  product  in  the  stated  class  (e.g., 
computer,  computer-readable  memory)  configured  in  any  man- 
ner to  perform  that  process. 
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Office  personnel  are  reminded  that  finding  a  product  claim  to 
encompass  any  and  every  product  embodiment  of  a  process 
invention  simply  means  that  the  Office  will  presume  that  the 
product  claim  encompasses  any  and  every  hardware  or  hard- 
ware platform  and  associated  software  implementation  that 
performs  the  specified  set  of  claimed  functions.  Because  this  is 
interpretive  and  nothing  more,  it  does  not  provide  any  infor- 
mation as  to  the  patentability  of  the  applicant's  underlying 
process  or  the  product  claim. 

When  Office  personnel  have  reviewed  the  claim  as  a  whole 
and  found  that  it  is  not  limited  to  a  specific  machine  or 
manufacture,  they  shall  identify  how  each  claim  limitation  has 
been  treated  and  set  forth  their  reasons  in  support  of  their 
conclusion  that  the  claim  encompasses  any  and  every  machine 
or  manufacture  embodiment  of  a  process.  This  will  shift  the 
burden  to  applicant  to  demonstrate  why  the  claimed  invention 
should  be  limited  to  a  specific  machine  or  manufacture. 

If  a  claim  is  found  to  encompass  any  and  every  product 
embodiment  of  the  underlying  process,  and  if  the  underlying 
process  is  statutory,  the  product  claim  should  be  classified  as  a 
statutory  product.  By  the  same  token,  if  the  underlying  process 
invention  is  found  to  be  non-statutory.  Office  personnel  should 
classify  the  "product"  claim  as  a  "non-statutory  product."  If  the 
product  claim  is  classified  as  being  a  non-statutory  product  on 
the  basis  of  the  underlying  process,  Office  personnel  should 
emphasize  that  they  have  considered  all  claim  limitations  and 
are  basing  their  finding  on  the  analysis  of  the  underlying 
process. 


(ii)  Product  Claims- 
and  Manufactures 


■Claims  Directed  to  Specific  Machines 


If  a  product  claim  does  not  encompass  any  and  every 
computer-implementation  of  a  process,  then  it  must  be  treated 
as  a  specific  machine  or  manufacture.  Claims  that  define  a 
computer-related  invention  as  a  specific  machine  or  specific 
article  of  manufacture  must  define  the  physical  structure  of  the 
machine  or  manufacture  in  terms  of  its  hardware  or  hardware 
and  "specific  software. "''^  The  applicant  may  define  the  physi- 
cal structure  of  a  programmed  computer  or  its  hardware  or 
software  components   in   any   manner  that  can  be   clearly 


understood  by  a  person  skilled  in  the  relevant  art.  Generally  a 
claim  drawn  to  a  particular  programmed  computer  should 
identify  the  elements  of  the  computer  and  indicate  how  those 
elements  are  configured  in  either  hardware  or  a  combination  of 
hardware  and  specific  software. 

To  adequately  define  a  specific  computer  memory,  the  claim 
must  identify  a  general  or  specific  memory  and  the  specific 
software  which  provides  the  functionality  stored  in  the 
memory. 

A  claim  limited  to  a  specific  machine  or  manufacture,  which 
has  a  practical  application  in  the  technological  arts,  is  statutory. 
In  most  cases,  a  claim  to  a  specific  machine  or  manufacture 
will  have  a  practical  application  in  the  technological  arts. 

(iii)  Hypothetical  Machine  Claims  Which  Ulustrate  Claims 
of  the  Types  Described  in  Sections  IV.B.2(a)(i)  and  (ii) 

Two  applicants  present  a  claim  to  the  following  process: 

A  process  for  determining  and  displaying  the  structure  of  a 
chemical  compound  comprising: 

(a)  solving  the  wavefunction  parameters  for  the  com- 
pound to  determine  the  structure  of  a  compound;  and 

(b)  displaying  the  structure  of  the  compound  determined 
in  step  (a). 

Each  applicant  also  presents  a  claim  to  the  following  appara- 
tus: 

A  computer  system  for  determining  the  three  dimensional 
structure  of  a  chemical  compound  comprising: 

(a)  means  for  determining  the  three  dimensional  structure 
of  a  compound;  and 

(b)  means  for  creating  and  displaying  an  image  represent- 
ing a  three-dimensional  perspective  of  the  compound. 

In  addition,  each  applicant  provides  the  noted  disclosures  to 
support  the  claims: 


Applicant  A 
Disclosure    The  disclosure  describes 
specific  software,  i.e., 
specific  program  code 
segments,  that  are  to 
be  employed  to  configure 
general  purpose 
microprocessor  to  create 
specific  logic  circuits. 
These  circuits  are  indicated 
to  be  the  "means" 
corresponding  to  the 
means  limitations. 


Applicant  B 
The  disclosure  states 
that  it  would  be  a 
matter  of  routine  skill 
to  select  an  appropriate 
a  conventional  computer 
system  and  implement  the 
claimed  process  on  that 
computer  system.  The 
disclosure  does  not  have 
specific  disclosure  that 
claimed  corresponds  to  the 
two  "means"  limitations 
recited  in  the  claim 
(i.e.,  no  specific 
software  or  logic 
circuit).  The  disclosure 
does  have  an  explanation 
of  how  to  solve  the 
wavefunction  equations 
of  a  chemical 


Applicant  A 


Applicant  B 
compound,  and 
indicates  that  the 
solutions  of  those 
wavefunction  equations 
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Result  Claim  defines  specific 

computer,  patentability 
stands  independently 
from  process  claim. 


Explanation  Disclosure  identifies  the 
specific  machine 
capable  of 
performing  the 
indicated  functions. 


can  be  employed  to 

determine 

the  physical  structure 

of  the  corresponding 

compound. 

Claim  encompasses  any 

computer  embodiment 

of  process  claim; 

patentability  stands 

or  falls  with  process 

claim. 

Disclosure  does  not 

provide  any 

information  to 

distinguish  the 

"implementation"  of  the 

process  on  a  computer 

from  the  factors  that 

will  govern  the 

patentability  determination 

of  the  process  per  se. 

As  such,  the 

patentability  of 

this  apparatus  claim 

will  stand  or  fall 

with  that  of  the 

process  claim. 


(b)  Statutory  Process  Claims 

A  claim  that  requires  one  or  more  acts  to  be  performed  defines 
a  process.  However,  not  all  processes  are  statutory  under  §  101. 
To  be  statutory,  a  claimed  computer-related  process  must 
either:  (1)  result  in  a  physical  transformation  outside  the 
computer  for  which  a  practical  apphcation  in  the  technological 
arts  is  either  disclosed  in  the  specification  or  would  have  been 
known  to  a  skilled  artisan  (discussed  in  (i)  below), ''^  or  (2)  be 
limited  by  the  language  in  the  claim  to  a  practical  apphcation 
within  the  technological  arts  (discussed  in  (ii)  below). ■*"  The 
claimed  practical  application  must  be  a  further  limitation  upon 
the  claimed  subject  matter  if  the  process  is  confined  to  the 
internal  operations  of  the  computer.  If  a  physical  transforma- 
tion occurs  outside  the  computer,  it  is  not  necessary  to  claim 
the  practical  application.  A  disclosure  that  permits  a  skilled 
artisan  to  practice  the  claimed  invention,  i.e.,  to  put  it  to  a 
practical  use,  is  sufficient.  On  the  other  hand,  it  is  necessary  to 
claim  the  practical  application  if  there  is  no  physical  transfor- 
mation or  if  the  process  merely  manipulates  concepts  or 
converts  one  set  of  numbers  into  another. 
A  claimed  process  is  clearly  statutory  if  it  results  in  a  physical 
transformation  outside  the  computer,  i.e.,  falls  into  one  or  both 
of  the  following  specific  categories  ("safe  harbors"), 
(i)  Safe  Harbors 

~  Independent  Physical  Acts  (Post-Computer  Process  Activity) 
A  process  is  statutory  if  it  requires  physical  acts  to  be 
performed  outside  the  computer  independent  of  and  following 
the  steps  to  be  performed  by  a  programmed  computer,  where 
those  acts  involve  the  manipulation  of  tangible  physical 
objects  and  result  in  the  object  having  a  different  physical 
attribute  or  structure.""  Thus,  if  a  process  claim  includes  one  or 
more  post-computer  process  steps  that  result  in  a  physical 
transformation  outside  the  computer  (beyond  merely  convey- 
ing the  direct  result  of  the  computer  operation,  see  Section 
IV.B.2(d)(iii)),  the  claim  is  clearly  statutory. 
Examples  of  this  type  of  statutory  process  include  the  follow- 
ing: 

—  A  method  of  curing  rubber  in  a  mold  which  relies  upon 
updating  process  parameters,  using  a  computer  processor  to 
determine  a  time  period  for  curing  the  rubber,  using  the 


computer  processor  to  determine  when  the  time  period  has 
been  reached  in  the  curing  process  and  then  opening  the  mold 
at  that  stage. 

—  A  method  of  controlling  a  mechanical  robot  which  relies 
upon  storing  data  in  a  computer  that  represents  various  types  of 
mechanical  movements  of  the  robot,  using  a  computer  proces- 
sor to  calculate  positioning  of  the  robot  in  relation  to  given 
tasks  to  be  performed  by  the  robot,  and  controlling  the  robot's 
movement  and  position  based  on  the  calculated  position. 

—  Manipulation  of  Data  Representing  Physical  Objects  or 
Activities  (Pre-Computer  Process  Activity) 

Another  statutory  process  is  one  that  requires  the  measure- 
ments of  physical  objects  or  activities  to  be  transformed 
outside  of  the  computer  into  computer  data,"*^  where  the  data 
comprises  signals  corresponding  to  physical  objects  or  activi- 
ties external  to  the  computer  system,  and  where  the  process 
causes  a  physical  transformation  of  the  signals  which  are 
intangible  representations  of  the  physical  objects  or  activi- 
ties.^^ 

Examples  of  this  type  of  claimed  statutory  process  include  the 
following: 

-  A  method  of  using  a  computer  processor  to  analyze  electrical 
signals  and  data  representative  of  human  cardiac  activity  by 
converting  the  signals  to  time  segments,  applying  the  time 
segments  in  reverse  order  to  a  high  pass  filter  means,  using  the 
computer  processor  to  determine  the  amplitude  of  the  high 
pass  filter's  output,  and  using  the  computer  processor  to 
compare  the  value  to  a  predetermined  value.  In  this  example 
the  data  is  an  intangible  representation  of  physical  activity,  i.e., 
human  cardiac  activity.  The  transformation  occurs  when  heart 
activity  is  measured  and  an  electrical  signal  is  produced.  This 
process  has  real  world  value  in  predicting  vulnerability  to 
ventricular  tachycardia  immediately  after  a  heart  attack. 

-  A  method  of  using  a  computer  processor  to  receive  data 
representing  Computerized  Axial  Tomography  ("CAT")  scan 
images  of  a  patient,  performing  a  calculation  to  determine  the 
difference  between  a  local  value  at  a  data  point  and  an  average 
value  of  the  data  in  a  region  surrounding  the  point,  and 
displaying  the  difference  as  a  gray  scale  for  each  point  in  the 
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image,  and  displaying  the  resulting  image.  In  this  example  the 
data  is  an  intangible  representation  of  a  physical  object,  i.e., 
portions  of  the  anatomy  of  a  patient.  The  transformation  occurs 
when  the  condition  of  the  human  body  is  measured  with 
X-rays  and  the  X-rays  are  converted  into  electrical  digital 
signals  that  represent  the  condition  of  the  human  body.  The 
real  world  value  of  the  invention  lies  in  creating  a  new  CAT 
scan  image  of  body  tissue  without  the  presence  of  bones. 

—  A  method  of  using  a  computer  processor  to  conduct  seismic 
exploration,  by  imparting  spherical  seismic  energy  waves  into 
the  earth  from  a  seismic  source,  generating  a  plurality  of 
reflected  signals  in  response  to  the  seismic  energy  waves  at  a 
set  of  receiver  positions  in  an  array,  and  summing  the  reflection 
signals  to  produce  a  signal  simulating  the  reflection  response 
of  the  earth  to  the  seismic  energy.  In  this  example,  the 
electrical  signals  processed  by  the  computer  represent  reflected 
seismic  energy.  The  transformation  occurs  by  converting  the 
spherical  seismic  energy  waves  into  electrical  signals  which 
provide  a  geophysical  representation  of  formations  below  the 
earth's  surface.  Geophysical  exploration  of  formations  below 
the  surface  of  the  earth  has  real  world  value. 

If  a  claim  does  not  clearly  fall  into  one  or  both  of  the  safe 
harbors,  the  claim  may  still  be  statutory  if  it  is  limited  by  the 
language  in  the  claim  to  a  practical  application  in  the  techno- 
logical arts. 

(ii)  Computer-Related  Processes  Limited  to  a  Practical 
Application  in  the  Technological  Arts 

There  is  always  some  form  of  physical  transformation  within  a 
computer  because  a  computer  acts  on  signals  and  transforms 
them  during  its  operation  and  changes  the  state  of  its  compo- 
nents during  the  execution  of  a  process.  Even  though  such  a 
physical  transformation  occurs  within  a  computer,  such  activ- 
ity is  not  determinative  of  whether  the  process  is  statutory 
because  such  transformation  alone  does  not  distinguish  a 
statutory  computer  process  from  a  non-statutory  computer 
process.  What  is  determinative  is  not  how  the  computer 
performs  the  process,  but  what  the  computer  does  to  achieve  a 
practical  application."*^ 

A  process  that  merely  manipulates  an  abstract  idea  or  performs 
a  purely  mathematical  algorithm  is  non-statutory  despite  the 
fact  that  it  might  inherently  have  some  usefulness."*^  For  such 
subject  matter  to  be  statutory,  the  claimed  process  must  be 
limited  to  a  practical  application  of  the  abstract  idea  or 
mathematical  algorithm  in  the  technological  arts."*^  For  ex- 
ample, a  computer  process  that  simply  calculates  a  mathemati- 
cal algorithm  that  models  noise  is  non-statutory.  However,  a 
claimed  process  for  digitally  filtering  noise  employing  the 
mathematical  algorithm  is  statutory. 

Examples  of  this  type  of  claimed  statutory  process  include  the 
following: 

—  A  computerized  method  of  optimally  controlling  transfer, 
storage  and  retrieval  of  data  between  cache  and  hard  disk 
storage  devices  such  that  the  most  frequently  used  data  is 
readily  available. 

~  A  method  of  controlling  parallel  processors  to  accomplish 
multi-tasking  of  several  computing  tasks  to  maximize  comput- 
ing efficiency.'*^ 

—  A  method  of  making  a  word  processor  by  storing  an 
executable  word  processing  application  program  in  a  general 
purpose  digital  computer's  memory,  and  executing  the  stored 
program  to  impart  word  processing  functionality  to  the  general 
purpose  digital  computer  by  changing  the  state  of  the  comput- 
er's arithmetic  logic  unit  when  program  instructions  of  the 
word  processing  program  are  executed. 

—  A  digital  filtering  process  for  removing  noise  from  a  digital 
signal  comprising  the  steps  of  calculating  a  mathematical 
algorithm  to  produce  a  correction  signal  and  subtracting  the 
correction  signal  from  the  digital  signal  to  remove  the  noise. 

(c)  Non-Statutory  Process  Claims 

If  the  "acts"  of  a  claimed  process  manipulate  only  numbers, 
abstract  concepts  or  ideas,  or  signals  representing  any  of  the 
foregoing,  the  acts  are  not  being  applied  to  appropriate  subject 
matter.  Thus,  a  process  consisting  solely  of  mathematical 
operations,  i.e..  converting  one  set  of  numbers  into  another  set 
of  numbers,  does  not  manipulate  appropriate  subject  matter 
and  thus  cannot  constitute  a  statutory  process. 


In  practical  terms,  claims  define  non-statutory  processes  if 
they: 

—  consist  solely  of  mathematical  operations  without  some 
claimed  practical  application  (i.e.,  executing  a  "mathematical 
algorithm");  or 

—  simply  manipulate  abstract  ideas,  e.g.,  a  bid"*^  or  a  bubble 
hierarchy,"*^  without  some  claimed  practical  application. 

A  claimed  process  that  consists  solely  of  mathematical  opera- 
tions is  non-statutory  whether  or  not  it  is  performed  on  a 
computer.  Courts  have  recognized  a  distinction  between  types 
of  mathematical  algorithms,  namely,  some  define  a  "law  of 
nature"  in  mathematical  terms  and  others  merely  describe  an 
"abstract  idea."^^ 

Certain  mathematical  algorithms  have  been  held  to  be  non- 
statutory because  they  represent  a  mathematical  definition  of  a 
law  of  nature  or  a  natural  phenomenon.  For  example,  a 
mathematical  algorithm  representing  the  formula  E=mc~  is  a 
"law  of  nature"-it  defines  a  "fundamental  scientific  truth"  (i.e., 
the  relationship  between  energy  and  mass).  To  comprehend 
how  the  law  of  nature  relates  to  any  object,  one  invariably  has 
to  perform  certain  steps  (e.g.,  multiplying  a  number  represent- 
ing the  mass  of  an  object  by  the  square  of  a  number 
representing  the  speed  of  light).  In  such  a  case,  a  claimed 
process  which  consists  solely  of  the  steps  that  one  must  follow 
to  solve  the  mathematical  representation  of  E=mc^  is  indistin- 
guishable from  the  law  of  nature  and  would  "preempt"  the  law 
of  nature.  A  patent  cannot  be  granted  on  such  a  process. 
Other  mathematical  algorithms  have  been  held  to  be  non- 
statutory because  they  merely  describe  an  abstract  idea.  An 
"abstract  idea"  may  simply  be  any  sequence  of  mathematical 
operations  that  are  combined  to  solve  a  mathematical  problem. 
The  concern  addressed  by  holding  such  subject  matter  non- 
statutory is  that  the  mathematical  operations  merely  describe 
an  idea  and  do  not  define  a  process  that  represents  a  practical 
application  of  the  idea. 

Accordingly,  when  a  claim  reciting  a  mathematical  algorithm 
is  found  to  define  non-statutory  subject  matter  the  basis  of  the 
§  101  rejection  must  be  that,  when  taken  as  a  whole,  the  claim 
recites  a  law  of  nature,  a  natural  phenomenon,  or  an  abstract 
idea. 

(d)  Certain  Claim  Language  Related  to  Mathematical 
Operation  Steps  of  a  Process 

(i)  Intended  Use  or  Field  of  Use  Statements 

Claim  language  that  simply  specifies  an  intended  use  or  field  of 
use  for  the  invention  generally  will  not  limit  the  scope  of  a 
claim,  particularly  when  only  presented  in  the  claim  preamble. 
Thus,  Office  personnel  should  be  careful  to  properly  interpret 
such  language.'''  When  such  language  is  treated  as  non- 
limiting,  Office  personnel  should  expressly  identify  in  the 
Office  action  the  claim  language  that  constitutes  the  intended 
use  or  field  of  use  statements  and  provide  the  basis  for  their 
findings.  This  will  shift  the  burden  to  applicant  to  demonstrate 
why  the  language  is  to  be  treated  as  a  claim  limitation. 

(ii)  Necessary  Antecedent  Step  to  Performance  of  a  Math- 
ematical Operation  or  Independent  Limitation  on  a 
Claimed  Process 

In  some  situations,  certain  acts  of  "collecting"  or  "selecting" 
data  for  use  in  a  process  consisting  of  one  or  more  mathemati- 
cal operations  will  not  further  limit  a  claim  beyond  the 
specified  mathematical  operation  step(s).  Such  acts  merely 
determine  values  for  the  variables  used  in  the  mathematical 
formulae  used  in  making  the  calculations.^'  In  other  words,  the 
acts  are  dictated  by  nothing  other  than  the  performance  of  a 
mathematical  operation.''-^ 

If  a  claim  requires  acts  to  be  performed  to  create  data  that  will 
then  be  used  in  a  process  representing  a  practical  application  of 
one  or  more  mathematical  operations,  those  acts  must  be 
treated  as  further  limiting  the  claim  beyond  the  mathematical 
operation(s)  per  se.  Such  acts  are  data  gathering  steps  not 
dictated  by  the  algorithm  but  by  other  limitations  which 
require  certain  antecedent  steps  and  as  such  constitute  an 
independent  limitation  on  the  claim. 

Examples  of  acts  that  independently  limit  a  claimed  process 
involving  mathematical  operations  include: 
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—  a  method  of  conducting  seismic  exploration  which  requires 
generating  and  manipulating  signals  from  seismic  energy 
waves  before  "summing"  the  values  represented  by  the  sig- 
nals;-^'* and 

—  a  method  of  displaying  X-ray  attenuation  data  as  a  signed 
gray  scale  signal  in  a  "field"  using  a  particular  algorithm, 
where  the  antecedent  steps  require  generating  the  data  using  a 
particular  machine  (e.g.,  a  computer  tomography  scanner). 

Examples  of  steps  that  do  not  independently  limit  one  or  more 
mathematical  operation  steps  include: 

—  "perturbing"  the  values  of  a  set  of  process  inputs,  where  the 
subject  matter  "perturbed"  was  a  number  and  the  act  of 
"perturbing"  consists  of  substituting  the  numerical  values  of 
variables;     and 

—  selecting  a  set  of  arbitrary  measurement  point  values. ^^ 

Such  steps  do  not  impose  independent  limitations  on  the  scope 
of  the  claim  beyond  those  required  by  the  mathematical 
operation  limitation. 

(iii)  Post-Mathematical  Operation  Step  Using  Solution  or 
Merely  Conveying  Result  of  Operation 

In  some  instances,  certain  kinds  of  post-solution  "acts"  will  not 
further  limit  a  process  claim  beyond  the  performance  of  the 
preceding  mathematical  operation  step  even  if  the  acts  are 
recited  in  the  body  of  a  claim.  If,  however,  the  claimed  acts 
represent  some  "significant  use"  of  the  solution,  those  acts  will 
invariably  impose  an  independent  limitation  on  the  claim.  A 
"significant  use"  is  any  activity  which  is  more  than  merely 
outputting  the  direct  result  of  the  mathematical  operation. 
Office  persoimel  are  reminded  to  rely  on  the  applicant's 
characterization  of  the  significance  of  the  acts  being  assessed 
to  resolve  questions  related  to  their  relationship  to  the  math- 
ematical operations  recited  in  the  claim  and  the  invention  as  a 
whole. ^^  Thus,  if  a  claim  requires  that  the  direct  result  of  a 
mathematical  operation  be  evaluated  and  transformed  into 
something  else.  Office  personnel  cannot  treat  the  subsequent 
steps  as  being  indistinguishable  from  the  performance  of  the 
mathematical  operation  and  thus  not  further  limiting  on  the 
claim.  For  example,  acts  that  require  the  conversion  of  a  series 
of  numbers  representing  values  of  a  wavefunction  equation  for 
a  chemical  compound  into  values  representing  an  image  that 
conveys  information  about  the  three-dimensional  structure  of 
the  compound  and  the  displaying  of  the  three-dimensional 
structure  cannot  be  treated  as  being  part  of  the  mathematical 
operations. 

Office  personnel  should  be  especially  careful  when  reviewing 
claim  language  that  requires  the  performance  of  "post-solu- 
tion" steps  to  ensure  that  claim  limitations  are  not  ignored. 

Examples  of  steps  found  not  to  independently  limit  a  process 
involving  one  or  more  mathematical  operation  steps  include: 

—  step  of  "updating  alarm  limits"  found  to  constitute  changing 
the  number  value  of  a  variable  to  represent  the  result  of  the 
calculation;^^ 

—  final  step  of  magnetically  recording  the  result  of  a  calcula- 
tion;^" 

—  final  step  of  "equating"  the  process  outputs  to  the  values  of 
the  last  set  of  process  inputs  found  to  constitute  storing  the 
result  of  calculations;^' 

—  final  step  of  displaying  result  of  a  calculation  "as  a  shade  of 
gray  rather  than  as  simply  a  number"  found  to  not  constitute 
distinct  step  where  the  data  were  numerical  values  that  did  not 
represent  anything;^"  and 

—  step  of  "transmitting  electrical  signals  representing"  the 
result  of  calculations.^'' 

(e)  Manipulation  of  Abstract  Ideas  Without  a  Claimed 
Practical  Application 

A  process  that  consists  solely  of  the  manipulation  of  an 
abstract  idea  without  any  limitation  to  a  practical  application  is 
non- statutory.*^  Office  personnel  have  the  burden  to  estabhsh  a 
prima  facie  case  that  the  claimed  invention  taken  as  a  whole  is 
directed  to  the  manipulation  of  abstract  ideas  without  a 
practical  application. 

In  order  to  determine  whether  the  claim  is  limited  to  a  practical 
application  of  an  abstract  idea.  Office  personnel  must  analyze 
the  claim  as  a  whole,  in  light  of  the  specification,  to  understand 
what  subject  matter  is  being  manipulated  and  how  it  is  being 


manipulated.  During  this  procedure.  Office  personnel  must 
evaluate  any  statements  of  intended  use  or  field  of  use,  any 
data  gathering  step  and  any  post-manipulation  activity.  See 
section  IV.B.2(d)  above  for  how  to  treat  various  types  of  claim 
language.  Only  when  the  claim  is  devoid  of  any  limitation  to 
a  practical  application  in  the  technological  arts  should  it  be 
rejected  under  §  101.  Further,  when  such  a  rejection  is  made. 
Office  personnel  must  expressly  state  how  the  language  of  the 
claims  has  been  interpreted  to  support  the  rejection. 

V.  Evaluate  Application  for  Compliance  with  35  U.S.C.  § 
112 

Office  personnel  should  begin  their  evaluation  of  an  applica- 
tion's compliance  with  §  112  by  considering  the  requirements 
of  §  112,  second  paragraph.  The  second  paragraph  contains 
two  separate  and  distinct  requirements:  (1)  that  the  claim(s)  set 
forth  the  subject  matter  applicants  regard  as  the  invention,  and 
(2)  that  the  claim(s)  particularly  point  out  and  distinctly  claim 
the  invention.  An  application  will  be  deficient  under  §  112, 
second  paragraph  when  (1)  evidence  including  admissions, 
other  than  in  the  application  as  filed,  shows  applicant  has  stated 
that  he  or  she  regards  the  invention  to  be  different  from  what 
is  claimed,  or  when  (2)  the  scope  of  the  claims  is  unclear. 
After  evaluation  of  the  application  for  compliance  with  §  112, 
second  paragraph.  Office  personnel  should  then  evaluate  the 
application  for  compliance  with  the  requirements  of  §  112,  first 
paragraph.  The  first  paragraph  contains  three  separate  and 
distinct  requirements:  (1)  adequate  written  description,  (2) 
enablement,  and  (3)  best  mode.  An  application  will  be  deficient 
under  §  112,  first  paragraph  when  the  written  description  is  not 
adequate  to  identify  what  the  applicant  has  invented,  or  when 
the  disclosure  does  not  enable  one  skilled  in  the  art  to  make 
and  use  the  invention  as  claimed  without  undue  experimenta- 
tion. Deficiencies  related  to  disclosure  of  the  best  mode  for 
carrying  out  the  claimed  invention  are  not  usually  encountered 
during  examination  of  an  application  because  evidence  to 
support  such  a  deficiency  is  seldom  in  the  record. 
If  deficiencies  are  discovered  with  respect  to  §  112,  Office 
personnel  must  be  careful  to  apply  the  appropriate  paragraph 
of  §  112. 

A.  Determine  Whether  the  Claimed  Invention  Complies 
with  35  U.S.C.  §  112,  Second  Paragraph  Requirements 

1.  Claims  Setting  Forth  the  Subject  Matter  Applicant 
Regards  as  Invention 

Apphcant's  specification  must  conclude  with  claim(s)  that  set 
forth  the  subject  matter  which  the  apphcant  regards  as  the 
invention.  The  invention  set  forth  in  the  claims  is  presumed  to 
be  that  which  applicant  regards  as  the  invention,  unless 
applicant  considers  the  invention  to  be  something  different 
from  what  has  been  claimed  as  shown  by  evidence,  including 
admissions,  outside  the  application  as  filed.  An  applicant  may 
change  what  he  or  she  regards  as  the  invention  during  the 
prosecution  of  the  application. 

2.  Claims  Particularly  Pointing  Out  and  Distinctly  Claim- 
ing the  Invention 

Office  personnel  shall  determine  whether  the  claims  set  out  and 
circumscribe  the  invention  with  a  reasonable  degree  of  preci- 
sion and  particularity.  In  this  regard,  the  definiteness  of  the 
language  must  be  analyzed,  not  in  a  vacuum,  but  always  in 
light  of  the  teachings  of  the  disclosure  as  it  would  be 
interpreted  by  one  of  ordinary  skill  in  the  art.  Applicant's 
claims,  interpreted  in  light  of  the  disclosure,  must  reasonably 
apprise  a  person  of  ordinary  skill  in  the  art  of  the  invention. 
However,  the  applicant  need  not  explicitly  recite  in  the  claims 
every  feature  of  the  invention.  For  example,  if  an  applicant 
indicates  that  the  invention  is  a  particular  computer,  the  claims 
do  not  have  to  recite  every  element  or  feature  of  the  computer. 
In  fact,  it  is  preferable  for  claims  to  be  drafted  in  a  form  that 
emphasizes  what  the  applicant  has  invented  (i.e.,  what  is  new 
rather  than  old). 

A  means  plus  function  limitation  is  distinctly  claimed  if  the 
description  makes  it  clear  that  the  means  corresponds  to 
well-defined  structure  of  a  computer  or  computer  component 
implemented  in  either  hardware  or  software  and  its  associated 
hardware  platform.  Such  means  may  be  defined  as: 
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—  a  programmed  computer  with  a  particular  functionality 
implemented  in  hardware  or  hardware  and  software; 

—  a  logic  circuit  or  other  component  of  a  programmed 
computer  that  performs  a  series  of  specifically  identified 
operations  dictated  by  a  computer  program;  or 

—  a  computer  memory  encoded  with  executable  instructions 
representing  a  computer  program  that  can  cause  a  computer  to 
function  in  a  particular  fashion. 

The  scope  of  a  "means"  limitation  is  defined  as  the  correspond- 
ing structure  or  material  (e.g.,  a  specific  logic  circuit)  set  forth 
in  the  written  description  and  equivalents.^^  Thus,  a  claim 
using  means  plus  function  limitations  without  corresponding 
disclosure  of  specific  structures  or  materials  that  are  not 
well-known  fails  to  particularly  point  out  and  distinctly  claim 
the  invention.  For  example,  if  the  applicant  discloses  only  the 
functions  to  be  performed  and  provides  no  express,  implied  or 
inherent  disclosure  of  hardware  or  a  combination  of  hardware 
and  software  that  performs  the  functions,  the  application  has 
not  disclosed  any  "structure"  which  corresponds  to  the  claimed 
means.  Ofl&ce  personnel  should  reject  such  claims  under  §  1 12, 
second  paragraph.  The  rejection  shifts  the  burden  to  the 
applicant  to  describe  at  least  one  specific  structure  or  material 
that  corresponds  to  the  claimed  means  in  question,  and  to 
identify  the  precise  location  or  locations  in  the  specification 
where  a  description  of  at  least  one  embodiment  of  that  claimed 
means  can  be  found.  In  contrast,  if  the  corresponding  structure 
is  disclosed  to  be  a  memory  or  logic  circuit  that  has  been 
configured  in  some  manner  to  perform  that  function  (e.g., 
using  a  defined  computer  program),  the  application  has  dis- 
closed "structure"  which  corresponds  to  the  claimed  means. 
When  a  claim  or  part  of  a  claim  is  defined  in  computer 
program  code,  whether  in  source  or  object  code  format,  a 
person  of  skill  in  the  art  must  be  able  to  ascertain  the  metes  and 
bounds  of  the  claimed  invention.  In  certain  circumstances,  as 
where  self-documenting  programming  code  is  employed,  use 
of  programming  language  in  a  claim  would  be  permissible 
because  such  program  source  code  presents  "sufficiently  high- 
level  language  and  descriptive  identifiers"  to  make  it  univer- 
sally understood  to  others  in  the  art  without  the  programmer 
having  to  insert  any  comments. ^^  Applicants  should  be  encour- 
aged to  functionally  define  the  steps  the  computer  will  perform 
rather  than  simply  reciting  source  or  object  code  instructions. 

B.  Determine  Whether  the  Claimed  Invention  Complies 
with  35  U.S.C.  §  112,  First  Paragraph  Requirements 

1.  Adequate  Written  Description 

The  satisfaction  of  the  enablement  requirement  does  not  satisfy 
the  written  description  requirement.^  For  the  written  descrip- 
tion requirement,  an  applicant's  specification  must  reasonably 
convey  to  those  skilled  in  the  art  that  the  applicant  was  in 
possession  of  the  claimed  invention  as  of  the  date  of  invention. 
The  claimed  invention  subject  matter  need  not  be  described 
literally,  i.e.,  using  the  same  terms,  in  order  for  the  disclosure 
to  satisfy  the  description  requirement. 

2.  Enabling  Disclosure 

An  appHcant's  specification  must  enable  a  person  skilled  in  the 
art  to  make  and  use  the  claimed  invention  without  undue 
experimentation.  The  fact  that  experimentation  is  complex, 
however,  will  not  make  it  undue  if  a  person  of  skill  in  the  art 
typically  engages  in  such  complex  experimentation.  For  a 
computer-related  invention,  the  disclosure  must  enable  a 
skilled  artisan  to  configure  the  computer  to  possess  the 
requisite  functionality,  and,  where  applicable,  interrelate  the 
computer  with  other  elements  to  yield  the  claimed  invention, 
without  the  exercise  of  undue  experimentation.  The  specifica- 
tion should  disclose  how  to  configure  a  computer  to  possess 
the  requisite  functionality  or  how  to  integrate  the  programmed 
computer  with  other  elements  of  the  invention,  unless  a  skilled 
artisan  would  know  how  to  do  so  without  such  disclosure. ^^ 
For  many  computer-related  inventions,  it  is  not  unusual  for  the 
claimed  invention  to  involve  more  than  one  field  of  technol- 
ogy. For  such  inventions,  the  disclosure  must  satisfy  the 
enablement  standard  for  each  aspect  of  the  invention.^''  As 
such,  the  disclosure  must  teach  a  person  skilled  in  each  art  how 
to  make  and  use  the  relevant  aspect  of  the  invention  without 
undue  experimentation.  For  example,  to  enable  a  claim  to  a 
programmed  computer  that  determines  and  displays  the  three- 
dimensional  structure  of  a  chemical  compound,  the  disclosure 
must 


—  enable  a  person  skilled  in  the  art  of  molecular  modeling  to 
understand  and  practice  the  underlying  molecular  modeling 
processes;  and 

—  enable  a  person  skilled  in  the  art  of  computer  programming 
to  create  a  program  that  directs  a  computer  to  create  and 
display  the  image  representing  the  three-dimensional  structure 
of  the  compound. 

In  other  words,  the  disclosure  corresponding  to  each  aspect  of 
the  invention  must  be  enabling  to  a  person  skilled  in  each 
respective  art. 

In  many  instances,  an  applicant  will  describe  a  programmed 
computer  by  outlining  the  significant  elements  of  the  pro- 
grammed computer  using  a  functional  block  diagram.  Office 
personnel  should  review  the  specification  to  ensure  that  along 
with  the  functional  block  diagram  the  disclosure  provides 
information  that  adequately  describes  each  "element"  in  hard- 
ware or  hardware  and  its  associated  software  and  how  such 
elements  are  interrelated.^*^ 

VI.  Determine  Whether  the  Claimed  Invention  Complies 
with  35  U.S.C.  §  102  and  §  103 

As  is  the  case  for  inventions  in  any  field  of  technology, 
assessment  of  a  claimed  computer-related  invention  for  com- 
pliance with  §  102  and  §  103  begins  with  a  comparison  of  the 
claimed  subject  matter  to  what  is  known  in  the  prior  art.  If  no 
differences  are  found  between  the  claimed  invention  and  the 
prior  art,  the  claimed  invention  lacks  novelty  and  is  to  be 
rejected  by  Office  personnel  under  §  102.  Once  distinctions  are 
identified  between  the  claimed  invention  and  the  prior  art, 
those  distinctions  must  be  assessed  and  resolved  in  light  of  the 
knowledge  possessed  by  a  person  of  ordinary  skill  in  the  art. 
Against  this  backdrop,  one  must  determine  whether  the  inven- 
tion would  have  been  obvious  at  the  time  the  invention  was 
made.  If  not,  the  claimed  invention  satisfies  §  103.  Factors  and 
considerations  dictated  by  law  governing  §  103  apply  without 
modification  to  computer-related  inventions. 
If  the  difference  between  the  prior  art  and  the  claimed 
invention  is  limited  to  descriptive  material  stored  on  or 
employed  by  a  machine.  Office  personnel  must  determine 
whether  the  descriptive  material  is  functional  descriptive 
material  or  non-functional  descriptive  material,  as  described 
supra  in  Section  IV.  Functional  descriptive  material  is  a 
limitation  in  the  claim  and  must  be  considered  and  addressed 
in  assessing  patentability  under  §  103.  Thus,  a  rejection  of  the 
claim  as  a  whole  under  §  103  is  inappropriate  unless  the 
functional  descriptive  material  would  have  been  suggested  by 
the  prior  art.  Non-functional  descriptive  material  cannot  render 
non-obvious  an  invention  that  would  have  otherwise  been 
obvious 
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Common  situations  involving  non-functional  descriptive  ma- 
terial are: 

~  a  computer-readable  storage  medium  that  differs  from  the 
prior  art  solely  with  respect  to  non-functional  descriptive 
material,  such  as  music  or  a  literary  work,  encoded  on  the 
medium, 

-  a  computer  that  differs  from  the  prior  art  solely  with  respect 
to  non-functional  descriptive  material  that  cannot  alter  how  the 
machine  functions  (i.e.,  the  descriptive  material  does  not 
reconfigure  the  computer),  or 

-  a  process  that  differs  from  the  prior  art  only  with  respect  to 
non-functional  descriptive  material  that  cannot  alter  how  the 
process  steps  are  to  be  performed  to  achieve  the  utility  of  the 
invention. 

Thus,  if  the  prior  art  suggests  storing  a  song  on  a  disk,  merely 
choosing  a  particular  song  to  store  on  the  disk  would  be 
presumed  to  be  well  within  the  level  of  ordinary  skill  in  the  art 
at  the  time  the  invention  was  made.  The  difference  between  the 
prior  art  and  the  claimed  invention  is  simply  a  rearrangement 
of  non-functional  descriptive  material. 

VII.  Clearly  Communicate  Findings,  Conclusions  and 
Their  Bases 

Once  Office  personnel  have  concluded  the  above  analyses  of 
the  claimed  invention  under  all  the  statutory  provisions, 
including  §  101,  §  112,  §  102  and  §  103,  they  should  review  all 
the   proposed  rejections   and   their  bases   to  confirm  their 
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correctness.  Only  then  should  any  rejection  be  imposed  in  an 
OfiBce  action.  The  OflBce  action  should  clearly  communicate 
the  findings,  conclusions  and  reasons  which  support  them. 

'  These  Guidelines  are  final  and  replace  the  "Proposed  Exami- 
nation Guidelines  for  Computer- Implemented  Inventions,"  60 
FR  28.778  (June  2,  1995)  and  the  supporting  legal  analysis 
issued  on  October  3,  1995. 

^  "Computer-related  inventions"  include  inventions  imple- 
mented in  a  computer  and  inventions  employing  computer- 
readable  media. 

^  In  re  Abele,  684  F.2d  902,  905-07.  214  USPQ  682,  685-87 
(CCPA  1982);  In  re  Walter,  618  F.2d  758,  767,  205  USPQ  397, 
406-07  (CCPA  1980);  In  re  Freeman,  573  F.2d  1237,  1245, 197 
USPQ  464,  471  (CCPA  1978). 

^  See.  e.g..  In  re  Toma,  575  F2d  872,  877-78,  197  USPQ  852, 
857  (CCPA  1978);  In  re  Musgrave,  431  F2d  882,  893,  167 
USPQ  280,  289-90  (CCPA  1970).  See  also  In  re  Schroder,  22 
F3d  290.  297-98.  30  USPQ2d  1455,  1461-62  (Fed.  Cir.  1994) 
(Newman,  J.,  dissenting);  Paine,  Webber,  Jackson  &  Curtis, 
Inc.  V.  Merrill  Lynch,  Pierce,  Fenner  &  Smith,  Inc.,  564  F. 
Supp.  1358.  1368-69,  218  USPQ  212,  220  (D.  Del.  1983). 

-''  As  the  courts  have  repeatedly  reminded  the  OfiBce:  "The  goal 
is  to  answer  the  question  "'What  did  applicants  invent?"' 
Abele,  684  F2d  at  907,  214  USPQ  at  687.  Accord,  e.g., 
Arrhythmia  Research  Tech.  v.  Corazonix  Corp.,  958  F.2d  1053, 
1059,  22  USPQ2d  §  1033,  §  1038  (Fed.  Cir.  1992). 

^  Brenner  v.  Manson,  383  U.S.  519,  528-36,  148  USPQ  689, 
693-96  (1966);  In  re  Ziegler,  992  F2d  1197,  1200-03,  26 
USPQ2d  1600,  1603-06  (Fed.  Cir.  1993). 

^  See,  e.g.,  Musgrave,  431  F2d  at  893,  167  USPQ  at  289-90, 
cited  with  approval  in  Schrader,  22  F.3d  at  297,  30  USPQ2d  at 
1461  (Newman,  J.,  dissenting).  The  definition  of  "technology" 
is  the  "application  of  science  and  engineering  to  the  develop- 
ment of  machines  and  procedures  in  order  to  enhance  or 
improve  human  conditions,  or  at  least  to  improve  human 
eflBciency  in  some  respect."  Computer  Dictionary  384  (Mi- 
crosoft Press,  2d  ed.  1994). 

*  E.g.,  In  re  Alappat,  33  F3d  1526,  1543,  31  USPQ2d  1545, 
1556-57  (Fed.  Cir.  1994)  (in  banc)  (quoting  Diamond  v.  Diehr, 
450  U.S.  175,  192.  209  USPQ  1,  10  (1981)).  See  also  id.  at 
1569,  31  USPQ2d  at  1578-79  (Newman,  J.,  concurring) 
("unpatentability  of  the  principle  does  not  defeat  patentability 
of  its  practical  applications")  (citing  O'Reilly  v.  Morse,  56  U.S. 
(15  How.)  62,  114-19  (1854));  Arrhythmia,  958  F2d  at  1056, 
22  USPQ2d  at  §  1036;  Musgrave,  431  F2d  at  893,  167  USPQ 
at  289-90  ("All  that  is  necessary,  in  our  view,  to  make  a 
sequence  of  operational  steps  a  statutory  'process'  within  35 
U.S.C.  §  101  is  that  it  be  in  the  technological  arts  so  as  to  be 
in  consonance  with  the  Constitutional  purpose  to  promote  the 
progress  of  'useful  arts.'  Const.  Art.  1,  sec.  8."). 

^  Arrhythmia,  958  F2d  at  1057,  22  USPQ2d  at  §  1036:It  is  of 
course  true  that  a  modem  digital  computer  manipulates  data, 
usually  in  binary  form,  by  performing  mathematical  opera- 
tions, such  as  addition,  subtraction,  multiplication,  division,  or 
bit  shifting,  on  the  data.  But  this  is  only  how  the  computer  does 
what  it  does.  Of  importance  is  the  significance  of  the  data  and 
their  manipulation  in  the  real  world,  i.e.,  what  the  computer  is 
doing. 

'^  Many  computer-related  inventions  do  not  consist  solely  of  a 
computer.  Thus,  OfiBce  personnel  should  identify  those  claimed 
elements  of  the  computer-related  invention  that  are  not  part  of 
the  programmed  computer,  and  determine  how  those  elements 
relate  to  the  programmed  computer.  Office  personnel  should 
look  for  specific  information  that  explains  the  role  of  the 
programmed  computer  in  the  overall  process  or  machine  and 
how  the  programmed  computer  is  to  be  integrated  with  the 
other  elements  of  the  apparatus  or  used  in  the  process. 

"  Products  may  be  either  machines,  manufactures  or  compo- 
sitions of  matter.  Product  claims  are  claims  that  are  directed  to 
either  machines,  manufactures  or  compositions  of  matter. 


'^  Examples  of  language  that  may  raise  a  question  as  to  the 
limiting  effect  of  the  language  in  a  claim: 

(a)  statements  of  intended  use  or  field  of  use, 

(b)  "adapted  to"  or  "adapted  for"  clauses, 

(c)  "wherein"  clauses,  or 

(d)  "whereby"  clauses. 

This  list  of  examples  is  not  intended  to  be  exhaustive. 

'"^  Markman  v.  Westview  Instruments,  52  F.3d  967,  980,  34 
USPQ2d  1321,  1330  (Fed.  Cir.)  (in  banc),  cert,  granted,  116  S. 
Ct.  40  (1995). 

'^  See,  e.g..  In  re  Paulsen,  30  F3d  1475,  1480,  31  USP(52d 
1671,  1674  (Fed.  Cir.  1994)  (inventor  may  define  specific 
terms  used  to  describe  invention,  but  must  do  so  "with 
reasonable  clarity,  deliberateness,  and  precision"  and,  if  done, 
must  '"set  out  his  uncommon  definition  in  some  manner  within 
the  patent  disclosure'  so  as  to  give  one  of  ordinary  skill  in  the 
art  notice  of  the  change"  in  meaning)  (quoting  Intellicall,  Inc. 
V.  Phonometrics,  Inc.,  952  F2d  1384,  1387-88,  21  USPQ2d 
1383,  1386  (Fed.  Cir.  1992)). 
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Id.  at  1480,  31  USPQ2d  at  1674. 


'^  See,  e.g..  In  re  Zletz,  893  F2d  319,  321-22,  13  USPQ2d 
1320,  1322  (Fed.  Cir.  1989)  ("During  patent  examination  the 
pending  claims  must  be  interpreted  as  broadly  as  their  terms 
reasonably  allow  .  .  .  The  reason  is  simply  that  during  patent 
prosecution  when  claims  can  be  amended,  ambiguities  should 
be  recognized,  scope  and  breadth  of  language  explored,  and 
clarification  imposed  ...  An  essential  purpose  of  patent 
examination  is  to  fashion  claims  that  are  precise,  clear,  correct, 
and  unambiguous.  Only  in  this  way  can  uncertainties  of  claim 
scope  be  removed,  as  much  as  possible,  during  the  adminis- 
trative process."). 

'^  Two  in  banc  decisions  of  the  Federal  Circuit  have  made  clear 
that  the  OfiBce  is  to  interpret  means  plus  function  language 
according  to  35  U.S.C.  §  112,  sixth  paragraph.  In  the  first.  In 
re  Donaldson,  16  F3d  1189,  1193,  29  USPQ2d  1845,  1848 
(Fed.  Cir.  1994),  the  court  held: 

The  plain  and  unambiguous  meaning  of  paragraph  six  is  that 
one  construing  means-plus-function  language  in  a  claim  must 
look  to  the  specification  and  interpret  that  language  in  fight  of 
the  corresponding  structure,  material,  or  acts  described  therein, 
and  equivalents  thereof,  to  the  extent  that  the  specification 
provides  such  disclosure.  Paragraph  six  does  not  state  or  even 
suggest  that  the  PTO  is  exempt  from  this  mandate,  and  there  is 
no  legislative  history  indicating  that  Congress  intended  that  the 
PTO  should  be.  Thus,  this  court  must  accept  the  plain  and 
precise  language  of  paragraph  six. 

Consistent  with  Donaldson,  in  the  second  decision,  Alappat, 
33  F3d  at  1540,  31  USPQ2d  at  1554,  the  Federal  Circuit  held: 

Given  Alappat's  disclosure,  it  was  error  for  the  Board  majority 
to  interpret  each  of  the  means  clauses  in  claim  15  so  broadly  as 
to  "read  on  any  and  every  means  for  performing  the  function" 
recited,  as  it  said  it  was  doing,  and  then  to  conclude  that  claim 
15  is  nothing  more  than  a  process  claim  wherein  each  means 
clause  represents  a  step  in  that  process.  Contrary  to  suggestions 
by  the  Commissioner,  this  court's  precedents  do  not  support 
the  Board's  view  that  the  particular  apparatus  claims  at  issue  in 
this  case  may  be  viewed  as  nothing  more  than  process  claims. 

'^  1162  O.G.  59  (May  17,  1994). 

'^  See,  e.g.,  Diamond  v.  Diehr,  450  U.S.  at  188-89,  209  USPQ 
at  9  ("In  determining  the  eligibility  of  respondents'  claimed 
process  for  patent  protection  under  §  101,  their  claims  must  be 
considered  as  a  whole.  It  is  inappropriate  to  dissect  the  claims 
into  old  and  new  elements  and  then  to  ignore  the  presence  of 
the  old  elements  in  the  analysis.  This  is  particularly  true  in  a 
process  claim  because  a  new  combination  of  steps  in  a  process 
may  be  patentable  even  though  all  the  constituents  of  the 
combination  were  well  known  and  in  common  use  before  the 
combinafion  was  made."). 
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See  supra  note  18  and  accompanying  text. 


2'  Diamond  v.  Chakrabarty,  AAl  U.S.  303,  308-09,  206  USPQ 
193,  197  (1980): 
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In  choosing  such  expansive  terms  as  "manufacture"  and 
"composition  of  matter,"  modified  by  the  comprehensive 
"any,"  Congress  plainly  contemplated  that  the  patent  laws 
would  be  given  wide  scope.  The  relevant  legislative  history 
also  supports  a  broad  construction.  The  Patent  Act  of  1793, 
authored  by  Thomas  Jefferson,  defined  statutory  subject  matter 
as  "any  new  and  useful  art,  machine,  manufacture,  or  compo- 
sition of  matter,  or  any  new  or  useful  improvement  [thereof]." 
Act  of  Feb.  21,  1793,  1,  1  Stat.  319.  The  Act  embodied 
Jefferson's  philosophy  that  "ingenuity  should  receive  a  liberal 
encouragement."  5  Writings  of  Thomas  Jefferson  75-76  (Wash- 
ington ed.  1871).  See  Graham  v.  John  Deere  Co.,  383  U.S.  1, 
7-10  (1966).  Subsequent  patent  statutes  in  1836,  1870,  and 
1874  employed  this  same  broad  language.  In  1952,  when  the 
patent  laws  were  recodified.  Congress  replaced  the  word  "art" 
with  "process,"  but  otherwise  left  Jefferson's  language  intact. 
The  Committee  Reports  accompanying  the  1952  Act  inform  us 
that  Congress  intended  statutory  subject  matter  to  "include 
anything  under  the  sun  that  is  made  by  man."  S.  Rep.  No. 
1979,  82d  Cong.,  2d  Sess.  5  (1952);  H.R.  Rep.  No.  1923,  82d 
Cong.,  2d  Sess.  6  (1952). 

This  perspective  has  been  embraced  by  the  Federal  Circuit: 

The  plain  and  unambiguous  meaning  of  §  101  is  that  any  new 
and  useful  process,  machine,  manufacture,  or  composition  of 
matter,  or  any  new  and  useful  improvement  thereof,  may  be 
patented  if  it  meets  the  requirements  for  patentability  set  forth 
in  Title  35,  such  as  those  found  in  §  102,  §  103,  and  §  112.  The 
use  of  the  expansive  term  "any"  in  §  101  represents  Congress's 
intent  not  to  place  any  restrictions  on  the  subject  matter  for 
which  a  patent  may  be  obtained  beyond  those  specifically 
recited  in  §  101  and  the  other  parts  of  Title  35  .  .  .  Thus,  it  is 
improper  to  read  into  §  101  limitations  as  to  the  subject  matter 
that  may  be  patented  where  the  legislative  history  does  not 
indicate  that  Congress  clearly  intended  such  limitations.  [Al- 
appat.  33  F.3d  at  1542,  31  USPQ2d  at  1556.] 


22 


35  U.S.C.  §  101  (1994). 


^^  See  35  U.S.C.  §  100(b)  ("The  term  'process'  means  process, 
art,  or  method,  and  includes  a  new  use  of  a  known  process, 
machine,  manufacture,  composition  of  matter,  or  material."). 

2^  E.g.,  Alappat,  33  F.3d  at  1542,  31  USPQ2d  at  1556;  In  re 
Warmerdam,  33  F3d  1354,  1358,  31  USPQ2d  1754,  1757 
(Fed.  Cir.  1994). 

^^  See,  e.g.,  Rubber-Tip  Pencil  Co.  v.  Howard,  87  U.S.  498, 
507  (1874)  ("idea  of  itself  is  not  patentable,  but  a  new  device 
by  which  it  may  be  made  practically  useful  is");  Mackay  Radio 
&  Telegraph  Co.  v.  Radio  Corp.  of  America,  306  U.S.  86,  94 
(1939)  ("While  a  scientific  truth,  or  the  mathematical  expres- 
sion of  it,  is  not  patentable  invention,  a  novel  and  useful 
structure  created  with  the  aid  of  knowledge  of  scientific  truth 
may  be.");  Warmerdam,  33  R3d  at  1360,  31  USPQ2d  at  1759 
("steps  of  'locating'  a  medial  axis,  and  'creating'  a  bubble 
hierarchy  .  .  .  describe  nothing  more  than  the  manipulation  of 
basic  mathematical  constructs,  the  paradigmatic  'abstract 
idea'"). 

^^  The  concern  over  preemption  was  expressed  as  early  as 
1852.  See  Le  Roy  v.  Tatham,  55  U.S.  156,  175  (1852)  ("A 
principle,  in  the  abstract,  is  a  fundamental  truth;  an  original 
cause;  a  motive;  these  cannot  be  patented,  as  no  one  can  claim 
in  either  of  them  an  exclusive  right.");  Funk  Brothers  Seed  Co. 
V.  Kale  Inoculant  Co.,  333  U.S.  127,  132,  USPQ  280,  282 
(1948)  (combination  of  six  species  of  bacteria  held  to  be 
non- statutory  subject  matter). 

^^  The  definition  of  "data  structure"  is  "a  physical  or  logical 
relationship  among  data  elements,  designed  to  support  specific 
data  manipulation  functions."  The  New  IEEE  Standard  Dic- 
tionary of  Electrical  and  Electronics  Terms  308  (5th  ed.  1993). 

^^  Compare  In  re  Lowry,  32  F3d  1579,  1583-84,  32  USPQ2d 
§  1031,  §  1035  (Fed.  Cir.  1994)  (claim  to  data  structure  that 
increases  computer  efficiency  held  statutory)  and  Warmerdam, 
33  R3d  at  1360-61,  31  USPQ2d  at  1759  (claim  to  computer 
having  specific  memory  held  statutory  product-by-process 
claim)  with  Warmerdam,  33  F3d  at  1361,  31  USPQ2d  at 
(claim  to  a  data  structure  per  se  held  non- statutory). 


^^  In  re  Sarkar,  588  F.2d  1330,  1333,  200  USPQ  132,  137 
(CCPA  1978): 

[E]ach  invention  must  be  evaluated  as  claimed;  yet  semanto- 
genic  considerations  preclude  a  determination  based  solely  on 
words  appearing  in  liie  claims.  In  the  final  analysis  under  § 
101,  the  claimed  invention,  as  a  whole,  must  be  evaluated  for 
what  it  is. 

Quoted  with  approval  in  Abele,  684  F.2d  at  907,  214  USPQ  at 
687.  See  also  In  re  Johnson,  589  F.2d  1070,  1077,  200  USPQ 
199,  206  (CCPA  1978)  ("form  of  the  claim  is  often  an  exercise 
in  drafting"). 

^^  See,  e.g.,  Warmerdam,  33  F.3d  at  1361,  31  USPQ2d  at  1760 
(claim  to  a  data  structure  per  se  held  non- statutory). 

^'  Computer  Dictionary  210  (Microsoft  Press,  2d  ed.  1994): 

Data  consists  of  facts,  which  become  information  when  they 
are  seen  in  context  and  convey  meaning  to  people.  Computers 
process  data  without  any  understanding  of  what  that  data 
represents. 

^^  See  supra  note  29. 

^^  O'Reilly  v.  Morse,  56  U.S.  (15  How.)  at  §  112-14. 
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Id.  at  114-19. 


^^  Products  may  be  either  machines,  manufactures  or  compo- 
sitions of  matter. 

A  machine  is: 

a  concrete  thing,  consisting  of  parts  or  of  certain  devices  and 
combinations  of  devices. 

Burr  V.  Duryee,  68  U.S.  (1  Wall.)  531,  570  (1863). 

A  manufacture  is: 

the  production  of  articles  for  use  from  raw  or  prepared 
materials  by  giving  to  these  materials  new  forms,  qualities, 
properties  or  combinations,  whether  by  hand-labor  or  by 
machinery. 

Diamond  v.  Chakrabarty,  447  U.S.  at  308,  206  USPQ  at 
196-97  (quoting  AmencaAi  Fruit  Growers,  Inc.  v.  Brogdex  Co., 
283  U.S.  1,  11  (1931). 

A  composition  of  matter  is: 

a  composition[]  of  two  or  more  substances  [or]  .  .  .  a[] 
composite  article  [],  whether  .  .  .  [it]  be  the  result  of  chemical 
union,  or  of  mechanical  mixture,  whether  .  .  .  [it]  be  [a]  gas[], 
fluid[],  powder[],  or  solid[]. 

Diamond  v.  Chakrabarty.  447  U.S.  at  308,  206  USPQ  at  197 
(quoting  Shell  Development  Co.  v.  Watson,  149  F.  Supp.  279, 
280,  113  USPQ  265,  266  (D.D.C.  1957),  afTd  per  curiam,  252 
F.2d  861,  116  USPQ  428  (D.C.  Cir.  1958). 

-'^  See,  e.g.,  Lowry,  32  R3d  at  1583,  32  USPQ2d  at  §  1034-35; 
Warmerdam,  33  F3d  at  1361-62,  31  USPQ2d  at  1760. 

"  Cf.  In  re  Iwahashi,  888  F.2d  1370,  1374-75,  12  USPQ2d 
1908, 1911-12  (Fed.  Cir.  1989),  cited  with  approval  ixiAlappat, 
33  F.3d  at  1544  n.24,  31  USPQ2d  at  1558  n.24. 

^^  "Specific  software"  is  defined  as  a  set  of  instructions 
implemented  in  a  specific  program  code  segment.  See  Com- 
puter Dictionary  78  (Microsoft  Press,  2d  ed.  1994)  for  defini- 
tion of  "code  segment." 

^^  See  Diamond  v.  Diehr,  450  U.S.  at  183-84,  209  USPQ  at  6 
(quoting  Cochrane  v.  Deener,  94  U.S.  780,  787-88  (1877)  ("A 
[statutory]  process  is  a  mode  of  treatment  of  certain  materials 
to  produce  a  given  result.  It  is  an  act,  or  a  series  of  acts, 
performed  upon  the  subject-matter  to  be  transformed  and 
reduced  to  a  different  state  or  thing  ....  The  process  requires 
that  certain  things  should  be  done  certain  substances,  and  in  a 
certain  order;  but  the  tools  to  be  used  in  doing  this  may  be  of 
secondary  consequence."). 
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""^  See  Alappat,  33  F.3d  at  1543,  31  USPQ2d  at  1556-57 
(quoting  Diamond  v.  Diehr,  450  U.S.  at  192,  209  USPQ  at  10). 
see  also  id.  at  1569,  31  USPQ2d  at  1578-79  (Newman,  J., 
concurring)  ("unpatentability  of  the  principle  does  not  defeat 
patentability  of  its  practical  applications")  (citing  O'Reilly  v. 
Morse,  56  U.S.  (15  How.)  at  114-19). 

^'  Diamond  v.  Diehr.  450  U.S.  at  187,  209  USPQ  at  8. 

^2  See  In  re  Gelnovatch,  595  F.2d  32,  41  n.7,  201  USPQ  136, 
145  n.7  (CCPA  1979)  (data- gathering  step  did  not  measure 
physical  phenomenon). 

*^  Schroder,  22  F.3d  at  294,  30  USPQ2d  at  1459  citing  with 
approval  Arrhythmia,  958  F.2d  at  1058-59,  22  USPQ2d  at 
7-38;  Abele,  684  F2d  at  909,  214  USPQ  at  688;  In  re  Taner, 
681  F.2d  787,  790,  214  USPQ  678,  681  (CCPA  1982). 
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See  supra  note  9. 


*'  In  Sarkar,  588  F2d  at  1335,  200  USPQ  at  139,  the  court 
explained  why  this  approach  must  be  followed: 

No  mathematical  equation  can  be  used,  as  a  practical  matter, 
without  establishing  and  substituting  values  for  the  variables 
expressed  therein.  Substitution  of  values  dictated  by  the 
formula  has  thus  been  viewed  as  a  form  of  mathematical  step. 
If  the  steps  of  gathering  and  substituting  values  were  alone 
sufficient,  every  mathematical  equation,  formula,  or  algorithm 
having  any  practical  use  would  be  per  se  subject  to  parenting 
as  a  "process"  under  §  101.  Consideration  of  whether  the 
substimtion  of  specific  values  is  enough  to  convert  the  disem- 
bodied ideas  present  in  the  formula  into  an  embodiment  of 
those  ideas,  or  into  an  application  of  the  formula,  is  foreclosed 
by  the  current  state  of  the  law. 
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See  supra  note  40. 


^''  See,  e.g..  In  re  Bemhart,  All  F2d  1395,  1400,  163  USPQ 
611,  616  (CCPA  1969). 

^^  Schrader,  22  F.3d  at  293-94,  30  USPQ2d  at  1458-59. 

^^  V/armerdam,  33  F3d  at  1360,  31  USPQ2d  at  1759. 

^°  See,  e.g..  In  re  Meyer,  688  F2d  789,  794-95,  215  USPQ  193, 
197  (CCPA  1982)  ("Scientific  principles,  such  as  the  relation- 
ship between  mass  and  energy,  and  laws  of  nature,  such  as  the 
acceleration  of  gravity,  namely,  a=32  ft-Zsec."^,  can  be  repre- 
sented in  mathematical  format.  However,  some  mathematical 
algorithms  and  formulae  do  not  represent  scientific  principles 
or  laws  of  nature;  they  represent  ideas  or  mental  processes  and 
are  simply  logical  vehicles  for  communicating  possible  solu- 
tions to  complex  problems.  The  presence  of  a  mathematical 
algorithm  or  formula  in  a  claim  is  merely  an  indication  that  a 
scientific  principle,  law  of  nature,  idea  or  mental  process  may 
be  the  subject  matter  claimed  and,  thus,  justify  a  rejection  of 
that  claim  under  35  USC  §  101;  but  the  presence  of  a 
mathematical  algorithm  or  formula  is  only  a  signpost  for 
further  analysis.").  Cf.  Alappat,  33  F3d  at  1543  n.l9,  31 
USPQ2d  at  1556  n.l9  in  which  the  Federal  Circuit  recognized 
the  confusion: 

The  Supreme  Court  has  not  been  clear  ...  as  to  whether  such 
subject  matter  is  excluded  from  the  scope  of  §  101  because  it 
represents  laws  of  nature,  natural  phenomena,  or  abstract  ideas. 
See  Diehr,  450  U.S.  at  186  (viewed  mathematical  algorithm  as 
a  law  of  nature);  Benson,  409  U.S.  at  71-72  (treated  math- 
ematical algorithm  as  an  "idea").  The  Supreme  Court  also  has 
not  been  clear  as  to  exactly  what  kind  of  mathematical  subject 
matter  may  not  be  patented.  The  Supreme  Court  has  used, 
among  others,  the  terms  "mathematical  algorithm,"  "math- 
ematical formula,"  and  "mathematical  equation"  to  describe 
types  of  mathematical  subject  matter  not  entitled  to  patent 
protection  standing  alone.  The  Supreme  Court  has  not  set  forth, 
however,  any  consistent  or  clear  explanation  of  what  it 
intended  by  such  terms  or  how  these  terms  are  related,  if  at  all. 
^'  Walter,  618  F2d  at  769,  205  USPQ  at  409  (Because  none  of 
the  claimed  steps  were  explicitly  or  implicitly  limited  to  their 
application  in  seismic  prospecting  activities,  the  court  held  that 
"[ajlthough  the  claim  preambles  relate  the  claimed  invention  to 


the  art  of  seismic  prospecting,  the  claims  themselves  are  not 
drawn  to  methods  of  or  apparatus  for  seismic  prospecting;  they 
are  drawn  to  improved  mathematical  methods  for  interpreting 
the  results  of  seismic  prospecting.").  Cf.  Alappat,  33  F.3d  at 
1544,  31  USPQ2d  at  1558. 

^2  Walter,  618  F.2d  at  769-70,  205  USPQ  at  409. 
^^  See  supra  note  45. 

^^  Taner,  681  F2d  at  788,  214  USPQ  at  679. 

^-"^  Abele,  684  F.2d  at  908,  214  USPQ  at  687  ("The  specification 
indicates  that  such  attenuation  data  is  available  only  when  an 
X-ray  beam  is  produced  by  a  CAT  scanner,  passed  through  an 
object,  and  detected  upon  its  exit.  Only  after  these  steps  have 
been  completed  is  the  algorithm  performed,  and  the  resultant 
modified  data  displayed  in  the  required  format."). 

^^  Gelnovatch,  595  F.2d  at  41  n.7,  201  USPQ  at  145  n.7 
("Appellants'  claimed  step  of  perturbing  the  values  of  a  set  of 
process  inputs  (step  3),  in  addition  to  being  a  mathematical 
operation,  appears  to  be  a  data-gathering  step  of  the  type  we 
have  held  insufficient  to  change  a  nonstatutory  method  of 
calculation  into  a  statutory  process  ...  In  this  instance,  the 
perturbed  process  inputs  are  not  even  measured  values  of 
physical  phenomena,  but  are  instead  derived  by  numerically 
changing  the  values  in  the  previous  set  of  process  inputs."). 
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Sarkar,  588  F.2d  at  1331,  200  USPQ  at  135. 


^^  See  Sarkar,  588  F2d  at  1332  n.6,  200  USPQ  at  136  n.6 
("post-solution"  construction  that  was  being  modeled  by  the 
mathematical  process  not  considered  in  deciding  §  101  ques- 
tion because  applicant  indicated  that  such  construction  was  not 
a  material  element  of  the  invention). 

^^  Parker  v.  Flook,  A?>1  U.S.  584,  585,  198  USPQ  193,  195 
(1978). 

^•^  Walter,  618  F.2d  at  770,  205  USPQ  at  409  ("If  §  101  could 
be  satisfied  by  the  mere  recordation  of  the  results  of  a 
nonstatutory  process  on  some  record  medium,  even  the  most 
unskilled  patent  draftsman  could  provide  for  such  a  step."). 

^^  Gelnovatch,  595  F.2d  at  41  n.7,  201  USPQ  at  145  n.7. 

^2  Abele,  684  F.2d  at  909,  214  USPQ  at  688  ("This  claim 
presents  no  more  than  the  calculation  of  a  number  and  display 
of  the  result,  albeit  in  a  particular  format.  The  specification 
provides  no  greater  meaning  to  'data  in  a  field'  than  a  matrix 
of  numbers  regardless  of  by  what  method  generated.  Thus,  the 
algorithm  is  neither  explicitly  nor  imphcitly  applied  to  any 
certain  process.  Moreover,  that  the  result  is  displayed  as  a 
shade  of  gray  rather  than  as  simply  a  number  provides  no 
greater  or  better  information,  considering  the  broad  range  of 
applications  encompassed  by  the  claim."). 

^^  In  re  De  Castelet,  562  F.2d  1236,  1244,  195  USPQ  439,  446 
(CCPA  1977)  ("That  the  computer  is  instructed  to  transmit 
electrical  signals,  representing  the  results  of  its  calculations, 
does  not  constitute  the  type  of  'post  solution  activity'  found  in 
Flook,  [437  U.S.  584,  198  USPQ  193  (1978)],  and  does  not 
transform  the  claim  into  one  for  a  process  merely  using  an 
algorithm.  The  final  transmitting  step  constitutes  nothing  more 
than  reading  out  the  result  of  the  calculations."). 

^  E.g.,  Warmerdam,  33  F3d  at  1360,  31  USPQ2d  at  1759.  See 
also  Schrader,  22  F3d  at  295,  30  USPQ2d  at  1459. 
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See  supra  note  18  and  accompanying  text. 


^^  Computer  Dictionary  353  (Microsoft  Press,  2d  ed.  1994) 
(definition  of  "self-documenting  code"). 

^^  See  In  re  Barker,  559  F2d  588,  591,  194  USPQ  470,  472 
(CCPA  1977),  cert,  denied.  Barker  v.  Parker,  434  U.S.  1064 
(1978)  (a  specification  may  be  sufiicient  to  enable  one  skilled 
in  the  art  to  make  and  use  the  invention,  but  still  fail  to  comply 
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with  the  written  description  requirement).  See  also  In  re 
DiLeone,  436  F.2d  1404,  1405,  168  USPQ  592,  593  (CCPA 
1971). 

^^  See,  e.g..  Northern  Telecom  v.  Datapoint  Corp.,  908  F.2d 
931,  941-43,  15  USPQ2d  1321,  1328-30  (Fed.  Cir.),  cert, 
denied,  Datapoint  Corp.  v.  Northern  Telecom,  498  U.S.  920 
(1990)  (judgment  of  invalidity  reversed  for  clear  error  where 
expert  testimony  on  both  sides  showed  that  a  programmer  of 
reasonable  skill  could  write  a  satisfactory  program  with 
ordinary  effort  based  on  the  disclosure);  DeGeorge  v.  Bemier, 
768  R2d  1318,  1324,  226  USPQ  758,  762-63  (Fed.  Cir.  1985) 
(superseded  by  statute  with  respect  to  issues  not  relevant  here) 
(invention  was  adequately  disclosed  for  purposes  of  enable- 
ment even  though  all  of  the  circuitry  of  a  word  processor  was 
not  disclosed,  since  the  undisclosed  circuitry  was  deemed 
inconsequential  because  it  did  not  pertain  to  the  claimed 
circuit);  In  re  Phillips,  608  F2d  879,  882-83,  203  USPQ  971, 
975  (CCPA  1979)  (computerized  method  of  generating  printed 
architectural  specifications  dependent  on  use  of  glossary  of 
predefined  standard  phrases  and  error-checking  feature  enabled 
by  overall  disclosure  generally  defining  errors);  In  re  Donohue, 
550  F2d  1269,  1271,  193  USPQ  136,  137  (CCPA  1977) 
("Employment  of  block  diagrams  and  descriptions  of  their 
functions  is  not  fatal  under  35  U.S.C.  §  112,  first  paragraph, 
providing  the  represented  structure  is  conventional  and  can  be 
determined  without  undue  experimentation.");  In  re  Knowlton, 
481  F2d  1357,  1366-68,  178  USPQ  486,  493-94  (CCPA  1973) 
(examiner's  contention  that  a  software  invention  needed  a 
detailed  description  of  all  the  circuitry  in  the  complete  hard- 
ware system  reversed). 

^'^  See  In  re  Naquin,  398  R2d  863,  866,  158  USPQ  317,  319 
(CCPA  1968)  ("When  an  invention,  in  its  different  aspects, 
involves  distinct  arts,  that  specification  is  adequate  which 
enables  the  adepts  of  each  art,  those  who  have  the  best  chance 
of  being  enabled,  to  carry  out  the  aspect  proper  to  their 
specialty.");  Ex  parte  Zechnall,  194  USPQ  461,  461  (Bd.  App. 
1973)  ("appellants'  disclosure  must  be  held  sufficient  if  it 
would  enable  a  person  skilled  in  the  electronic  computer  art,  in 
cooperation  with  a  person  skilled  in  the  fuel  injection  art,  to 
make  and  use  appellants'  invention"). 

^°  See  In  re  Scarbrough,  500  F2d  560,  565,  182  USPQ  298, 
301-02  (CCPA  1974)  ("It  is  not  enough  that  a  person  skilled  in 
the  art,  by  carrying  on  investigations  along  the  line  indicated  in 
the  instant  application,  and  by  a  great  amount  of  work 
eventually  might  find  out  how  to  make  and  use  the  instant 
invention.  The  statute  requires  the  apphcation  itself  to  inform, 
not  to  direct  others  to  find  out  for  themselves  (citation 
omitted).");  Knowlton,  481  F2d  at  1367,  178  USPQ  at  493 
(disclosure  must  constitute  more  than  a  "sketchy  explanation 
of  flow  diagrams  or  a  bare  group  of  program  listings  together 
with  a  reference  to  a  proprietary  computer  on  which  they  might 
be  run").  See  also  In  re  Gunn,  537  F2d  §  1123,  §  1127-28,  190 
USPQ  402,  405  (CCPA  1976);  In  re  Brandstadter,  484  F2d 
1395,  1406-07,  17  USPQ  286,  294  (CCPA  1973);  and  In  re 
Ghiron,  442  F2d  985,  991,  169  USPQ  723,  727-28  (CCPA 
1971). 

^'  Cf.  In  re  Gulack,  703  F2d  1381,  1385,  217  USPQ  401,  404 
(Fed.  Cir.  1983)  (when  descriptive  material  is  not  functionally 
related  to  the  substrate,  the  descriptive  material  will  not 
distinguish  the  invention  from  the  prior  art  in  terms  of 
patentability). 


February  16,  1996 


BRUCE  A.  LEHMAN 

Assistant  Secretary  of  Commerce 

and  Commissioner  of  Patents  and 

Trademarks 
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Clarification  of  Application 

Revival  Procedures 

(37  CFR  1.137) 


The  Patent  and  Trademark  Office  (PTO)  revised  the  regula- 
tions concerning  the  revival  of  abandoned  applications  (37 
CFR  1.137)  in  December  of  1997.  See  Changes  to  Patent 


Practice  and  Procedure,  Final  Rule  Notice,  62  Fed.  Reg. 
53131,  53157-63,  53194-95  (October  10,  1997),  1203  Off. 
Gaz.  Pat.  Office  63,  85-90,  119-20  (October  21,  1997). 

The  provisions  concerning  the  revival  of  an  abandoned 
application  on  the  basis  of  unintentional  delay  (without  a 
showing  that  the  delay  was  unavoidable)  were  revised  to 
eliminate  the  one-year  filing  period  requirement.  The  revised 
rule  requires  a  statement  that  "the  entire  delay  in  filing  the 
required  reply  from  the  due  date  for  the  reply  until  the  fihng  of 
a  grantable  petition  pursuant  to  [37  CFR  1.137(b)]  was 
unintentional."  See  37  CFR  1.137(b)(3)(1998).  The  PTO 
receives  numerous  petitions  under  37  CFR  1.137(b)  containing 
an  "unintentional"  statement  that  varies  from  the  language 
required  by  37  CFR  1.137(b)(3):  e.g.,  "the  abandonment  was 
unintentional,"  "the  delay  was  unintentional,"  "the  delay 
caused  by  the  abandonment  was  unintentional."  Some  petitions 
do  not  include  a  statement  that  "the  entire  delay  in  filing  the 
required  reply  from  the  due  date  for  the  reply  until  the  fiUng  of 
a  grantable  petition  pursuant  to  37  CFR  1.137(b)  was  uninten- 
tional. ' 

To  expedite  the  treatment  of  such  petitions,  the  PTO 
conditionally  grants  petitions  containing  a  statement  that  does 
not  comply  with  37  CFR  1.137(b)(3).  The  decision  granting 
such  a  petition  includes  a  paragraph  stating  that:  (1)  the 
statement  in  the  petition  does  not  comply  with  37  CFR 
1.37(b)(3);  (2)  the  statement  in  the  petition  is  being  construed 
as  a  statement  that  "the  entire  delay  in  fiUng  the  required  reply 
from  the  due  date  for  the  reply  until  the  filing  of  a  grantable 
petition  pursuant  to  37  CFR  1.137(b)  was  unintentional;"  and 
(3)  petitioner  must  notify  the  PTO  if  such  an  interpretation  of 
the  statement  in  the  petition  was  not  correct. 

Applicants  filing  a  petition  under  37  CFR  1.137(b)  to  revive 
an  abandoned  application  should  either  use  the  forms  provided 
by  the  PTO  (PTO/SB/64  or  PTO/SB/64PCT)  or  ensure  that  the 
statement  "the  entire  delay  in  filing  the  required  reply  from  the 
due  date  for  the  reply  until  the  filing  of  a  grantable  petition 
pursuant  to  37  CFR  1.137(b)  was  unintentional"  is  included  in 
such  petition.  These  forms  (and  other  forms  provided  by  the 
PTO)  may  be  downloaded  from  the  PTO's  Web  site  at 
http://www.uspto.gov.  Even  if  an  applicant  considers  it  neces- 
sary or  desirable  to  include  a  statement  of  the  facts  concerning 
the  delay,  such  statement  should  include  {e.g.,  begin  or  end 
with)  the  statement  that  "the  entire  delay  in  filing  the  required 
reply  from  the  due  date  for  the  reply  until  the  filing  of  a 
grantable  petition  pursuant  to  37  CFR  1.137(b)  was  uninten- 
tional." 

The  PTO  anticipated  that  the  December  1997  revision  to  37 
CFR  1.137  would  reduce  the  number  of  petitions  under  37 
CFR  1.137(a)  (on  the  basis  of  "unavoidable  delay").  This  is 
because  petitions  under  37  CFR  1.137(b)  require  less  effort 
(statement(s)  rather  than  a  showing  accompanied  by  documen- 
tary evidence)  and  are  evaluated  under  the  less  stringent 
"unintentional  delay"  standard.  Nevertheless,  the  filing  of 
petitions  under  37  CFR  1.137(a)  has  not  decreased. 

This  appears  to  be  because  the  PTO's  published  discussion 
of  the  revision  to  37  CFR  1.137(b),  supra  (indicating  that  the 
PTO  may  require  further  information  if  the  period  between  the 
date  of  abandonment  or  mail  date  of  a  notice  of  abandonment 
and  the  fihng  of  a  petition  to  revive  exceeds  certain  bench- 
marks), has  lead  applicants  to  the  conclusion  that  petitions 
under  37  CFR  1.137(b)  are  no  less  burdensome  than  petitions 
under  57  CFR  1.137(a).  Applicants  determining  whether  to  file 
a  petition  to  revive  an  application  under  37  CFR  1.137(b)  or 
1.137(a)  should  take  the  following  into  account: 

First:  The  PTO  relies  upon  the  applicant's  duty  of  candor 
and  good  faith  and  usually  accepts  the  statement  that  "the 
entire  delay  in  filing  the  required  reply  from  the  due  date  for 
the  reply  until  the  filing  of  a  grantable  petition  pursuant  to  37 
CFR  1.137(b)  was  unintentional"  without  requiring  further 
information  in  the  vast  majority  of  petitions  under  37  CFR 
1.137(b).  This  is  because  the  party  presenting  a  paper  is 
obligated  under  37  CFR  10.18  to  inquire  into  the  underlying 
facts  and  circumstances  when  the  party  provides  this  statement 
to  the  PTO.  See  Changes  to  Patent  Practice  and  Procedure,  62 
Fed.  Reg.  at  53160  and  53178,  1203  Off.  Gaz.  Pat.  Office  at  88 
and  103  (responses  to  comments  64  and  109).^  In  addition, 
providing  an  inappropriate  statement  in  a  petition  under  37 
CFR  1.137(b)  to  revive  an  abandoned  application  may  have  an 
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adverse  efifect  when  attempting  to  enforce  any  patent  resulting 
from  the  application.  Patents  have  been  held  unenforceable  due 
to  a  finding  of  inequitable  conduct  in  submitting  an  inappro- 
priate statement  that  the  abandonment  was  unintentional. 

Second:  Even  if  the  PTO  requires  further  information  in  a 
petition  under  37  CFR  1.137(b),  the  petition  under  37  CFR 
1.137(b)  is  significantly  less  burdensome  to  prepare  and 
prosecute  than  a  petition  under  37  CFR  1.137(a).  The  PTO  is 
almost  always  satisfied  that  "the  entire  delay  .  .  .  was 
unintentional"  on  the  basis  of  statement(s)  by  the  applicant  or 
representative  explaining  the  cause  of  the  delay  (accompanied 
at  most  by  copies  of  correspondence  relevant  to  the  period  of 
delay).  A  showing  of  unavoidable  delay  will  (in  addition  to  the 
above)  require:  (1)  evidence  concerning  the  procedures  in 
place  that  should  have  avoided  the  error  resulting  in  the  delay; 
(2)  evidence  concerning  the  training  and  experience  of  the 
persons  responsible  for  the  error;  and  (3)  copies  of  any 
applicable  docketing  records  to  show  that  the  error  was  in  fact 
the  cause  of  the  delay.  See  MPEP  711.03(c)(III)(C)(2).  In 
addition,  a  petition  under  37  CFR  ].  137(a)  must  establish  that 
the  delay  was  unavoidable,  and  not  just  that  it  was  uninten- 
tional. Thus,  many  petitions  originally  filed  under  37  CFR 
1.137(a)  end  up  being  granted  under  37  CFR  1.137(b)  when 
the  applicant  realizes  that  sufficient  evidence  concerning  the 
delay  is  too  difficult  to  obtain  or  the  cause  of  delay  simply  does 
not  amount  to  "unavoidable  delay"  within  the  meaning  of  37 
CFR  1.137(a)  and  resubmits  the  petition  under  37  CFR 
1.137(b). 

Third:  Since  the  "showing"  requirement  and  "unavoidable 
delay"  standard  of  37  CFR  1.137(a)  are  more  exacting  than  the 
corresponding  requirements  of  37  CFR  1.137(b),  a  petition 
under  37  CFR  1.137(a)  is  less  likely  to  be  grantable  as  filed 
than  is  a  petition  under  37  CFR  1.137(b).  The  PTO  typically 
renders  a  number  of  interlocutory  decisions  dismissing  a 
petition  under  37  CFR  1.137(a)  and  requesting  additional 
evidence  until  either  the  applicant  provides  a  satisfactory 
showing  of  unavoidable  delay  or  the  PTO  concludes  that  the 
applicant  cannot  provide  a  satisfactory  showing  of  unavoidable 
delay.  Thus,  the  period  between  when  an  applicant  first  files  a 
petition  to  revive  and  the  PTO  renders  a  decision  granting  or 
denying  that  petition  is,  more  often  than  not,  much  longer  if  the 
petition  is  under  37  CFR  1.137(a)  than  it  would  be  if  the 
petition  were  under  37  CFR  1.137(b). 

Inquiries  regarding  this  matter  should  be  directed  to  Senior 
Legal  Advisor  Robert  W.  Bahr  at  (703)  305-9285. 


August  4,  1999 


STEPHEN  J.  KUNIN 

Deputy  Assistant  Commissioner  for 
Patent  Policy  and  Projects 


'•  37  CFR  1.137(b)  as  originally  adopted  in  1983  required  the 
statement  that  "the  abandonment  was  unintentional"  (see  37 
CFR  1.137(b)(1983)),  and  was  amended  in  1993  to  require  the 
statement  that  "the  delay  was  unintentional"  (see  37  CFR 
1.137(b)(1994)).  Thus,  this  situation  appears  to  be  due,  in  part, 
to  the  use  of  outdated  forms  or  petition  templates. 

-  It  is  noted  that  MPEP  711.03(c)(III)(D)  states  that  the  PTO 
"will"  require  further  information  if  a  petition  is  filed  ouside 
cetain  benchmarks,  where  the  rule  notice  states  only  that  the 
PTO  "may"  require  information  in  those  situations.  See 
Changes  to  Patent  Practice  and  Procedure,  62  Fed.  Reg.  at 
53159,  1203  Off.  Gaz.  Pat.  Office  at  86-87.  Since  the  PTO 
relies  upon  the  applicant's  duty  of  candor  and  good  faith 
without  requiring  further  information  in  the  vast  majority  of 
petitions  under  37  CFR  1.137(b),  the  MPEP  will  be  revised  to 
state  only  that  the  PTO  "may"  require  further  information  and 
to  eliminate  the  language  which  encourages  applicant  to 
provide  such  information  in  an  initial  petition  under  37  CFR 
1.137(b). 
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(120)    Procedures  for  Restarting  Response  Periods 

The  purpose  of  this  notice  is  to  announce  revised  procedures 
for  restarting  response  periods  set  in  patent  related  matters. 
Occasionally,  mail  from  the  Patent  and  Trademark  Office 
(PTO)  is  received  late  at  the  correspondence  address  or  the 
mail  is  delayed  in  leaving  the  PTO. 


The  following  revised  procedures  are  effective  immediately 
and  will  be  followed  in  processing  a  petition  to  reset  a  period 
for  response  due  to  late  receipt  of  a  PTO  action  or  due  to  a 
postmark  date  which  is  later  than  the  mail  date  printed  on  a 
PTO  action.  The  authority  to  decide  such  petitions  is  delegated 
to  the  Group  Director,  where  the  PTO  action  involved  in  the 
petition  was  mailed  by  a  patent  examining  group. 

Petition  to  reset  a  period  for  response  due  to  late  receipt  of 
a  PTO  action 

The  PTO  will  grant  a  petition  to  restart  the  previously  set 
period  for  response  to  a  PTO  action  to  run  from  the  date  of 
receipt  of  the  PTO  action  at  the  correspondence  address  when 
the  following  criteria  are  met:  (1)  the  petition  is  filed  within 
two  weeks  of  the  date  of  receipt  of  the  PTO  action  at  the 
correspondence  address;  (2)  a  substantial  portion  of  the  set 
response  period  had  elapsed  on  the  date  of  receipt  (e.g.,  at  least 
one  month  of  a  two  or  three  month  response  period  had 
elapsed);  and  (3)  the  petition  includes  (a)  evidence  showing  the 
date  of  receipt  of  the  PTO  action  at  the  correspondence  address 
(e.g.,  a  copy  of  the  PTO  action  having  the  date  of  receipt  of  the 
PTO  action  at  the  correspondence  address  stamped  thereon,  a 
copy  of  the  envelope  (which  contained  the  PTO  action)  having 
the  date  of  receipt  of  the  PTO  action  at  the  correspondence 
address  stamped  thereon,  etc.),  and  (b)  a  statement  (verified  if 
made  by  other  than  a  registered  practitioner)  setting  forth  the 
date  of  receipt  of  the  PTO  action  at  the  correspondence  address 
and  explaining  how  the  evidence  being  presented  establishes 
the  date  of  receipt  of  the  PTO  action  at  the  correspondence 
address. 

There  is  no  statutory  requirement  that  a  shortened  statutory 
period  of  longer  than  thirty  days  to  respond  to  a  PTO  action  be 
reset  due  to  delay  in  the  mail  or  in  the  PTO.  However,  when  a 
substantial  portion  of  the  set  response  period  had  elapsed  on 
the  date  of  receipt  at  the  correspondence  address  (e.g.,  at  least 
one  month  of  a  two  or  three  month  response  period  had 
elapsed),  the  procedures  set  forth  above  for  late  receipt  of  a 
PTO  action  are  available.  Where  a  PTO  action  was  received 
with  less  than  two  months  remaining  in  a  shortened  statutory 
period  of  three  months,  the  period  may  be  restarted  from  the 
date  of  receipt.  Where  the  period  remaining  is  between  two  and 
three  months,  the  period  will  be  reset  only  in  extraordinary 
situationse.^.,  complex  PTO  action  suggesting  submission  of 
comparative  data. 

Petitions  to  reset  a  period  for  response  due  to  a  postmark 
date  later  than  the  mail  date  printed  on  a  PTO  action 

The  PTO  will  grant  a  petiton  to  restart  the  previously  set  period 
for  response  to  a  PTO  action  to  run  from  the  postmark  date 
shown  on  the  PTO  mailing  envelope  which  contained  the  PTO 
action  when  the  following  criteria  are  met:  (1)  the  petition  is 
filed  within  two  weeks  of  the  date  of  receipt  of  the  PTO  action 
at  the  correspondence  address;  (2)  the  response  period  was  for 
payment  of  the  issue  fee';  or  the  response  period  set  was  one 
month  or  thirty  days^;  and  (3)  the  petition  includes  (a)  evidence 
showing  the  date  of  receipt  of  the  PTO  action  at  the  corre- 
spondence address  (e.g.,  a  copy  of  the  PTO  action  having  the 
date  of  receipt  of  the  PTO  action  at  the  correspondence  address 
stamped  thereon,  etc.),  (b)  a  copy  of  the  envelope  which 
contained  the  PTO  action  showing  the  postmark  date,  and  (c) 
a  statement  (verified  if  made  by  other  than  a  registered 
practitioner)  setting  forth  the  date  of  receipt  of  the  PTO  action 
at  the  correspondence  address  and  stating  that  the  PTO  action 
was  received  in  the  post-marked  envelope. 

The  provision  of  37  CFR  1.8  and  1.10  apply  to  the  filing  of 
the  above-noted  petitions  with  regard  to  the  requirement  that 
the  petition  be  filed  within  two  weeks  of  the  date  of  receipt  of 
the  PTO  action. 

The  showings  outlined  above  may  not  be  sufficient  if  there 
are  circumstances  that  point  to  a  conclusion  that  the  PTO 
action  may  have  been  delayed  after  receipt  rather  than  a 
conclusion  that  the  PTO  action  was  delayed  in  the  mail  or  in 
the  PTO. 
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^35  use  151  permits  payment  of  the  issue  fee  within  three 
months  of  the  date  that  the  Notice  of  Allowance  is  mailed  to  the 
applicant. 

^35  use  133  does  not  permit  a  response  period  to  be  less  than 
thirty  days  from  the  date  te  PTO  action  is  given  or  mailed  to 


the  applicant. 
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(121)     Withdrawing  tiie  Holding  of  Abandonment 
When  Office  Actions  Are  Not  Received 

The  puq)ose  of  this  notice  is  to  announce  a  practice  that  will 
minimize  costs  and  burdens  to  the  practitioner  and  the  Office 
when  an  application  has  become  abandoned  due  to  a  failure  to 
receive  an  Office  action. 

A  petition  to  withdraw  the  holding  of  abandonment  in 
accordance  with  Delgar  Inc.  v.  Schuyler,  172  USPQ  513 
(D.D.C.  1971)  is  burdensome  to  the  practitioner  since  the 
practitioner  must  overcome  a  strong  presumption  that  an  Office 
action  duly  addressed  and  indicated  as  mailed  was  timely 
delivered  to  the  addressee.  To  overcome  this  presumption,  a 
practitioner  is  currently  required  to  submit  a  persuasive  show- 
ing that  would  permit  the  Office  to  conclude  that  the  Office 
action  was  not  received.  Accordingly,  evidence  which  is 
typically  required  includes:  copies  of  records  which  would 
disclose  the  receipt  of  other  correspondence  mailed  from  the 
Patent  and  Trademark  Office  on  or  about  the  mail  date  of  the 
non-received  Office  action,  but  fail  to  disclose  receipt  of  the 
Office  action  mailed  that  date;  copies  of  records  on  which  the 
Office  action  would  have  been  entered  had  it  been  received 
(e.g.,  a  copy  of  the  outside  of  the  file  jacket  maintained  by  the 
practitioner);  and  verified  statements  from  persons  who  would 
have  handled  the  Office  action  (e.g.,  mail  clerks,  docket  clerks, 
secretary,  etc.). 

In  order  to  minimize  costs  and  burdens  to  the  practitioner 
and  the  Office  when  an  application  has  become  abandoned  due 
to  a  failure  to  receive  an  Office  action,  the  Office  is  modifying 
the  showing  required  to  make  a  petition  to  withdraw  the 
holding  of  abandonment  grantable.  The  showing  required  to 
establish  the  failure  to  receive  an  Office  action  must  consist  of 
a  statement  from  the  practitioner  stating  that  the  Office  action 
was  not  received  by  the  practitioner  and  attesting  to  the  fact 
that  a  search  of  the  file  jacket  and  docket  records  indicates  that 
the  Office  action  was  not  received.  A  copy  of  the  docket  record 
where  the  non-received  Office  action  would  have  been  entered 
had  it  been  received  and  docketed  must  be  attached  to  and 
referenced  in  practitioner's  statement. 

The  showing  outlined  above  may  not  be  sufficient  if  there 
are  circumstances  that  point  to  a  conclusion  that  the  Office 
action  may  have  been  lost  after  receipt  rather  than  a  conclusion 
that  the  Office  action  was  lost  in  the  mail,  e.g.,  if  the 
practitioner  has  a  history  of  not  receiving  Office  actions.  Two 
additional  procedures  are  available  for  reviving  an  application 
that  has  become  abandoned  due  a  failure  to  respond  to  an 
Office  Action:  (1)  a  petition  based  on  unintentional  abandon- 
ment or  delay;  and  (2)  a  petition  based  on  unavoidable  delay. 
See  Manual  of  Patent  Examining  Procedure  §  711.03(c). 


Oct.  25,  1993 


CHARLES  E.  VAN  HORN 
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(122)         Diligence  in  Filing  Petitions  to  Revive 
and  Petitions  to  Withdraw 
the  Holding  of  Abandonment 

Once  an  application  becomes  inadvertently  abandoned,  it  is 
incumbent  on  applicant  to  act  with  diligence  in  providing  the 
response  necessary  to  continue  prosecution.  Petitions  to  revive 
or  to  withdraw  the  holding  of  abandonment  must  be  filed 
promptly  after  applicant  is  notified  or  otherwise  becomes 
aware  of  the  abandonment.  Unless  and  until  the  Commissioner 


accepts  apphcant's  response  as  sufficient  and  complete  to 
revive  the  application  or  to  withdraw  the  holding  of  abandon- 
ment, the  application  remains  abandoned  and  the  burden 
continues  to  rest  with  applicant  to  exercise  dihgence. 

Some  practitioners  have  demonstrated  a  lack  of  diligence  in 
filing  or  renewing  a  petition  to  revive  or  a  petition  to  withdraw 
the  holding  of  abandonment.  This  appears  to  have  been  a 
conscious  decision  on  the  practitioners'  part  based  on  the 
belief  that  any  delay  in  filing  or  renewing  a  petition  could  be 
cured  by  filing  a  terminal  disclaimer  equivalent  to  the  period  of 
delay  in  prosecuting  the  application.  While  the  Office  does 
have  a  policy  of  requiring  a  terminal  disclaimer  in  those 
situations  where  there  has  been  a  delay  of  more  than  six 
months  in  filing  a  grantable  petition  to  revive  an  application 
that  has  become  abandoned  [37  CFR  1.137(c),  1.316(d)  and 
1.317(c)],  the  terminal  disclaimer  has  never  been  authorized  or 
set  forth  in  the  rules  as  a  substitute  for  dihgence.  Indeed,  such 
an  interpretation  would  be  contrary  to  the  traditional  concept 
of  reasonable  diligence  and  is  contrary  to  the  explicit  require- 
ment of  37  CFR  1.137(a),  1.155(b),  1.181(f),  1.316(b)  and 
1.137(b)  that  a  petition  to  revive  be  filed  promptly.  See  In  re 
Application  ofTakao,  17  USPQ2d  1155  (Comm'r.  1990). 

JAMES  E.  DENNY 

Assistant  Commissioner  for 
Patents-designate 
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(123)  Clarification  of  the  United  States 

Patent  and  Trademark  OflBce's  Interpretation  of  the 
Provisions  of  35  U.S.C.  §  122(b)(2)(B)(ii)-(iv) 

In  May  of  2003,  the  United  States  Patent  and  Trademark 
Office  (USPTO)  published  a  notice  advising  patent  applicants 
that  fifing  a  rescission  under  35  U.S.C.  §  122(b)(2)(B)(ii)  of  a 
nonpublication  request  is  not  itself  a  notice  of  foreign  filing 
under  35  U.S.C.  §  122(b)(2)(B)(iii).  See  Reminder  that  Rescis- 
sion of  a  Nonpublication  Request  is  Not  Itself  a  Notice  of 
Foreign  Filing,  1270  Off.  Gaz.  Pat.  Office  20  (May  6,  2003) 
(Reminder  Notice).  In  view  of  the  inquiries  received  in 
response  to  the  Reminder  Notice,  the  USPTO  is  publishing  this 
notice  to  further  clarify  its  interpretation  of  the  provisions  of 
35  U.S.C.  §  122(b)(2)(B)(ii)-(iv).'  This  notice  supersedes  the 
above-mentioned  Reminder  Notice. 

35  U.S.C.  §  122(b)(2)(B)(i)  provides  that  an  apphcation 
filed  in  the  United  States  will  not  be  published  if  the  appUcant 
includes  a  request  upon  filing  that  the  apphcation  not  be 
published  (a  "nonpublication  request").  Such  a  request  must 
contain  the  certification  "that  the  invention  disclosed  in  the 
apphcation  has  not  and  will  not  be  the  subject  of  an  apphcation 
filed  in  another  country,  or  under  a  multilateral  international 
agreement,  that  requires  pubhcation  of  apphcations  18  months 
after  filing"  (hereinafter  "files"  or  "filing"  "a  counterpart 
application  in  an  eighteen-month  publication  country").  See  35 
U.S.C.  §  122(b)(2)(B)(i).  The  applicant  may  rescind  the 
nonpublication  request  at  any  time.  See  35  U.S.C.  § 
122(b)(2)(B)(ii). 

In  Summary 

(1)  If  an  applicant  makes  a  nonpublication  request  and  then 
rescinds  the  nonpubhcation  request  before  or  on  the  date  a 
counterpart  application  is  filed  in  an  eighteen-month  pubhca- 
tion country,  the  application  will  be  treated  as  if  the  nonpub- 
lication request  were  never  made. 

(2)  If  an  applicant  makes  a  nonpublication  request,  subse- 
quently files  a  counterpart  application  in  an  eighteen-month 
publication  country  and  also  files  a  notice  of  this  foreign  filing 
within  forty-five  days  of  the  date  such  counterpart  application 
was  filed,  the  apphcant  is  not  required  to  rescind  the  nonpub- 
lication request. 

(3)  If  an  applicant  makes  a  nonpublication  request  and 
subsequently  files  a  counterpart  application  in  an  eighteen- 
month  pubhcation  country  before  the  nonpublication  request  is 
rescinded,  35  U.S.C.  §  122(b)(2)(B)(iii)  requires  the  applicant 
to  notify  the  USPTO  of  the  foreign  filing  not  later  than 
forty-five  days  after  the  date  such  counterpart  application  was 
filed  to  avoid  abandonment  of  the  apphcation. 
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(4)  When  an  application  is  abandoned  by  operation  of  35 
U.S.C.  §  122(b)(2)(B)(iii)  due  to  the  failure  to  timely  notify  the 
USPTO  of  the  filing  of  a  counterpart  application  in  an 
eighteen-month  publication  country,  applicant's  sole  remedy  to 
restore  the  application  to  pending  status  is  by  fihng  a  petition 
under  37  CFR  1.137(b)  to  revive  the  abandoned  application. 

(5)  Applicants  should  also  provide  a  notice  of  foreign  filing 
when  rescinding  a  nonpublication  request  in  anticipation  of 
fihng  a  counterpart  application  in  an  eighteen-  month  publica- 
tion country  because  no  benefit  is  given  to  a  certificate  of 
maihng  or  transmission  under  37  CFR  1.8  on  a  rescission  of  a 
nonpublication  request  in  determining  whether  appUcant  has 
rescinded  the  nonpublication  request  before  or  on  the  date  a 
counterpart  application  is  filed  in  an  eighteen-month  publica- 
tion country. 

(6)  Applicants  may  use  USPTO  form  PTO/SB/36  (revision 
April  2001  or  later)  to  both  rescind  a  nonpublication  request 
and  provide  notice  of  foreign  filing. 

(1)  Rescinding  a  Nonpublication  Request  Before  or  on  the 
Date  a  Counterpart  Application  is  Filed 

Rescission  generally  has  the  effect  of  voiding,  repeahng,  or 
annulling  a  previous  action.  See  Black's  Law  Dictionary  1308 
(7th  ed.  1999)  (second  definition:  to  make  void,  to  repeal,  or 
annul).  Thus,  if  an  applicant  makes  a  nonpubUcation  request 
under  35  U.S.C.  §  122(b)(2)(B)(i)  and  then  rescinds  (pursuant 
to  35  U.S.C.  §  122(b)(2)(B)(ii))  the  nonpublication  request 
before  or  on  the  date  a  counterpart  apphcation  is  filed  in  an 
eighteen-month  publication  country,  the  nonpublication  re- 
quest under  35  U.S.C.  §  122(b)(2)(B)(i)  will  be  treated  as 
annulled  and  the  application  will  be  treated  as  if  the  nonpub- 
lication request  had  never  been  made. 

(2)  Filing  a  Counterpart  Application  and  Providing  Notice 
of  Foreign  Filing  Without  Also  Rescinding  the  Nonpubli- 
cation Request 

35  U.S.C.  §  122(b)(2)(B)(iii)  requires  an  appUcant  who  has 
made  a  nonpublication  request  under  35  U.S.C.  § 
122(b)(2)(B)(i)  but  who  subsequently  files  a  counterpart  ap- 
plication in  an  eighteen-month  publication  country  to  notify 
the  USPTO  of  such  filing  not  later  than  forty-five  days  after  the 
date  such  counterpart  application  was  filed  to  avoid  abandon- 
ment of  the  application.  35  U.S.C.  §  122(b)(2)(B)(iii),  how- 
ever, does  not  require  the  applicant  to  also  rescind  (pursuant  to 
35  U.S.C.  §  122(b)(2)(B)(ii))  the  nonpublication  request.  In 
addition,  35  U.S.C.  §  122(b)(2)(B)(ii)  is  permissive  in  that  it 
provides  that  an  applicant  may  rescind  a  nonpublication 
request  at  any  time,  but  it  does  not  set  forth  any  situation  under 
which  an  applicant  is  required  to  rescind  a  nonpublication 
request.  Finally,  35  U.S.C.  §  122(b)(2)(B)(iv)  provides  that 
notifying  the  USPTO  of  a  foreign  filing  has  the  same  effect  on 
the  apphcation  as  rescinding  the  nonpublication  request  in  the 
apphcation,  namely  the  apphcation  will  be  published  in 
accordance  with  the  provisions  of  35  U.S.C.  §  122(b)(1)  at  or 
as  soon  as  is  practical  after  eighteen  months  from  the  earliest 
filing  date  for  which  a  benefit  is  sought  under  title  35,  U.S.C. 
§  Thus,  if  an  applicant  makes  a  nonpublication  request  under 
35  U.S.C.  §  122(b)(2)(B)(i),  files  a  counterpart  apphcation  in 
an  eighteen-month  publication  country  and  also  files  a  notice 
of  this  foreign  filing  under  35  U.S.C.  §  122(b)(2)(B)(iii)  within 
forty-five  days  of  the  date  such  counterpart  apphcation  was 
filed,  the  applicant  is  not  also  required  to  rescind  the  nonpub- 
lication request. 

(3)  Filing  a  Counterpart  Application  Before  Rescinding  a 
Nonpublication  Request 

As  indicated  above,  a  rescission  under  35  U.S.C.  § 
122(b)(2)(B)(ii)  of  a  nonpublication  request  under  35  U.S.C.  § 
122(b)(2)(B)(i)  has  the  effect  of  annulling  the  nonpublication 
request,  placing  the  application  in  the  position  as  if  the 
nonpublication  request  had  never  been  made.  However,  a 
nonpublication  request  is  operative  unless  and  until  the  non- 
publication  request  has  been  annulled  through  the  filing  of  a 
rescission  or  the  USPTO  has  been  notified  of  a  foreign  filing 
under  35  U.S.C.  §  122(b)(2)(B)(iii).  An  applicant  who  has  filed 
an  application  with  a  nonpubhcation  request  and  subsequently 
files  a  counterpart  application  in  an  eighteen-month  publica- 
tion country  at  a  time  when  nonpublication  request  is  still 
operative  falls  squarely  under  the  provisions  of  35  U.S.C.  § 
122(b)(2)(B)(iii)  and  is  required  to  notify  the  USPTO  of  this 


foreign  filing  not  later  than  forty-five  days  after  the  date  the 
counterpart  apphcation  was  filed  to  avoid  abandonment  of  the 
application. 

Specifically,  if  applicant  makes  a  nonpublication  request 
under  35  U.S.C.  §  122(b)(2)(B)(i)  and  files  a  counterpart 
application  in  an  eighteen-month  publication  country  before 
the  nonpublication  request  is  rescinded,  the  provisions  of  35 
U.S.C.  §  122(b)(2)(B)(iii)  require  applicant  to  notify  the 
USPTO  of  the  foreign  filing  not  later  than  forty-five  days  after 
the  date  the  counterpart  application  was  filed  to  avoid  aban- 
donment. If  the  nonpublication  request  has  not  been  rescinded 
before  the  filing  of  a  counterpart  application  in  an  eighteen- 
month  publication  country,  merely  filing  a  rescission  of  the 
nonpublication  request  without  also  filing  a  notice  of  foreign 
fihng  within  forty-five  days  after  the  date  the  counterpart 
application  was  filed  is  not  sufficient  to  avoid  abandonment  by 
operation  of  35  U.S.C.  §  122(b)(2)(B)(iii). 

Similarly,  if  apphcant  makes  a  nonpublication  request  under 
35  U.S.C.  §  122(b)(2)(B)(i)  and  files  a  counterpart  application 
in  an  eighteen-month  pubhcation  country  before  the  nonpub- 
lication request  is  rescinded,  and  fails  to  notify  the  USPTO  not 
later  than  forty-five  days  after  the  date  the  counterpart  appli- 
cation was  filed,  the  application  is  abandoned  by  operation  of 
35  U.S.C.  §  122(b)(2)(B)(iii).  Filing  a  rescission  under  35 
U.S.C.  §  122(b)(2)(B)(ii)  of  this  nonpubhcation  request  later 
than  forty-five  days  after  the  date  the  counterpart  application 
was  filed  would  not  have  the  effect  of  annulling  the  nonpub- 
lication request  so  as  to  retroactively  restore  the  application  to 
pending  status. 

Finally,  if  an  applicant  makes  nonpublication  request  under 
35  U.S.C.  §  l22(b)(2)(B)(i)  that  contains  an  improper  certifi- 
cation because  the  applicant  had  already  filed  one  or  more 
applications  in  an  eighteen-month  publication  country  at  the 
time  of  the  nonpublication  request,  fihng  a  rescission  under  35 
U.S.C.  §  122(b)(2)(B)(ii)  of  this  nonpublication  request  will 
not  annul  the  fact  that  applicant  made  an  improper  certification 
to  the  USPTO.  35  U.S.C.  §  122(b)(2)(B)(iii)  does  not  apply 
when  an  applicant  has  made  an  improper  certification  subse- 
quent to  the  filing  of  a  counterpart  application  in  an  eighteen- 
month  publication  country.  Nevertheless,  any  apphcant  who 
has  made  such  a  mistake  should  promptly  file  a  rescission  of 
the  nonpublication  request  and  explain  that  the  certification 
was  improper. 

(4)  Petitions  to  Revive  an  Application  Abandoned  for 
Failure  to  Timely  file  a  Notice  of  Foreign  Filing 

35  U.S.C.  §  l22(b)(2)(B)(iii)  also  provides  for  the  revival  of 
an  application  abandoned  for  failure  to  timely  notify  the 
USPTO  of  a  foreign  filing.  See  Changes  to  Implement  Eigh- 
teen-Month Publication  of  Patent  Applications,  65  Fed.  Reg. 
57023,  57034  (Sept.  20,  2000),  1239  Off.  Gaz.  Pat.  Office  63, 
72  (Oct.  10,  2000)  (final  rule).  Since  Congress  expressly 
provided  for  the  revival  of  an  application  abandoned  for  failure 
to  timely  notify  the  USPTO  of  a  foreign  filing  in  35  U.S.C.  § 
l22(b)(2)(B)(iii),  it  would  not  be  appropriate  for  the  USPTO  to 
fashion  other  means  for  restoring  an  application  abandoned  by 
operation  of  35  U.S.C.  §  122(b)(2)(B)(iii)  to  pending  status. 
See  National  R.R.  Passenger  Corp.  v.  National  Ass' n  of  R.R. 
Passengers,  414  U.S.  453,  458  (1974)  (under  the  standard 
principle  of  statutory  construction  expressio  unius  est  exclusio 
alterius,  a  statute  that  expressly  provides  a  specific  remedy  for 
a  situation  is  deemed  to  exclude  other  remedies  for  such 
situation);  see  also  Botany  Worsted  Mills  v.  United  States,  278 
U.S.  282,  289  (1929)  ("when  a  statute  limits  a  thing  to  be  done 
in  a  particular  mode,  it  includes  the  negative  of  any  other 
mode"). 

Therefore,  when  an  application  is  abandoned  by  operation  of 
35  U.S.C.  §  122(b)(2)(B)(iii),  applicant's  sole  remedy  to 
restore  the  application  to  pending  status  is  by  filing  a  petition 
under  37  CFR  1.137(b)  to  revive  the  abandoned  application. 
See  37  CFR  1.137(f).  By  statute,  such  a  petition  to  revive 
requires  payment  of  the  petition  fee  specified  in  37  CFR 
1.17(m)  (35  U.S.C.  §  41(a)(7)),  and  also  that  the  delay  in 
submitting  the  notice  of  foreign  filing  have  been  unintentional 
(35  U.S.C.  §  122(b)(2)(B)(iii)).  Form  PTO/SB/64a  may  be 
used  for  such  a  petition  to  revive. 

Questions  regarding  petitions  to  revive  should  be  directed  to 
the  Office  of  Petitions  at  (703)  305-9282. 
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(5)  No  Benefit  Given  to  a  Certificate  of  Mailing  or  Trans- 
mission (37  CFR  1.8)  on  a  Rescission  of  a  Nonpublication 
Request 

Applicants  are  strongly  encouraged  to  also  provide  a  notice 
of  foreign  filing  whenever  rescinding  a  nonpublication  request 
in  anticipation  of  filing  a  counterpart  application  in  an  eigh- 
teen-monthpublication  country.  This  is  because  no  benefit  can 
be  given  to  a  certificate  of  mailing  or  transmission  under  37 
CFR  1.8  on  a  rescission  of  a  nonpublication  request  in 
determining  whether  there  has  been  a  rescission  of  a  nonpub- 
lication request  before  or  on  the  date  a  counterpart  application 
is  filed  in  an  eighteen-month  publication  country.  A  rescission 
of  a  nonpublication  request  is  not  a  paper  required  to  be  filed 
in  the  USPTO  as  provided  for  in  37  CFR  1.8(a).  Thus,  the 
provisions  of  37  CFR  1.8  by  their  terms  do  not  apply  in  this 
situation,  and  the  USPTO  must  use  the  actual  date  of  receipt  in 
the  USPTO,  as  defined  in  37  CFR  1.6,  of  the  rescission  to 
determine  whether  the  nonpublication  request  has  been  re- 
scinded before  or  on  the  date  of  the  fifing  of  a  counterpart 
application  in  an  eighteen-month  publication  country  such  that 
the  appfication  may  be  considered  an  appUcation  in  which  the 
nonpublication  request  under  35  U.S.C.  §  122(b)(l)(B)(i)  was 
never  made. 

However,  in  an  application  in  which  a  nonpublication 
request  under  35  U.S.C.  §  122(b)(l)(B)(i)  was  made  and  was 
not  rescinded  before  or  on  the  date  of  the  filing  of  a  counterpart 
application  in  an  eighteen-month  publication  country,  a  notice 
of  foreign  filing  is  required  to  be  filed  in  the  USPTO  by  35 
U.S.C.  §  122(b)(2)(B)(iii)  no  later  than  forty-five  days  after  the 
date  the  counterpart  application  was  filed  to  avoid  abandon- 
ment of  the  application  (35  U.S.C.  §  122(b)(2)(B)(iii)  and  37 
CFR  1.215(c)).  Accordingly,  the  benefit  of  a  certificate  of 
mailing  or  transmission  under  37  CFR  1.8  will  be  given  to  a 
notice  of  foreign  fifing.  See  37  CFR  1.8(a). 

(6)  USPTO  Form  PTO/SB/36  (revision  April  2001  or  later) 
May  be  Used  to  Both  Rescind  a  Nonpublication  Request 
and  Provide  Notice  of  Foreign  Filing 

The  USPTO  form  PTO/SB/36  (revision  April  2001  or  later) 
to  rescind  a  nonpubfication  request  also  contains  the  foreign 
fifing  notice  required  by  35  U.S.C.  §  122(b)(2)(B)(ui).  Appfi- 
cants  are  reminded  that  the  USPTO  has  no  authority  to  waive 
a  requirement  of  the  patent  statute.  See,  e.g.,  Baxter  Int'l,  Inc. 
V.  McGaw,  Inc,  149  F3d  1321,  1334,  47  USPQ2d  1225, 
1234-35  (Fed.  Cir.  1998).  Thus,  applicants  are  cautioned  to 
familiarize  themselves  with  the  requirements  of  the  patent 
statute  to  ensure  that  a  submission,  whether  on  a  USPTO- 
provided  form  or  an  applicant-created  form  that  is  modeled 
after  a  USPTO-created  form,  meets  the  requirements  of  the 
patent  statute  that  are  applicable  to  the  particular  submission. 

Inquiries 

Inquiries  concerning  this  notice  may  be  directed  to  Joni  Y. 
Chang  and  Mark  O.  Polutta,  Legal  Advisors,  OfiBce  of  Patent 
Legal  Administration,  by  telephone  at  (703)  305-1622. 

Inquiries  concerning  eighteen-month  publication  in  general 
(including  the  rescission  of  a  nonpubfication  request)  should 
be  directed  to  the  patent  application  publication  hotline  at 
(703)  605-4283  or  by  e-mail  pgpub@uspto.gov. 

STEPHEN  G.  KUNIN 

Deputy  Commissioner  for 

Patent  Examination  Policy 

'  35  U.S.C.  §  122(b)(2)(B)(i)-(iv)  provides  that: 

(i)  If  an  applicant  makes  a  request  upon  filing,  certifying  that 
the  invention  disclosed  in  the  application  has  not  and  will  not 
be  the  subject  of  an  application  filed  in  another  country,  or 
under  a  multilateral  international  agreement,  that  requires 
publication  of  applications  18  months  after  filing,  the  applica- 
tion shall  not  be  published  as  provided  in  [35  U.S.C.  § 
122(b)(1)]. 

(ii)  An  applicant  may  rescind  a  request  made  under  clause  (i) 
at  any  time. 

(iii)  An  appficant  who  has  made  a  request  under  clause  (i) 
but  who  subsequently  files,  in  a  foreign  country  or  under  a 
multilateral  international  agreement  specified  in  clause  (i),  an 
application  directed  to  the  invention  disclosed  in  the  applica- 


tion filed  in  the  Patent  and  Trademark  Office,  shall  notify  the 
Director  of  such  filing  not  later  than  45  days  after  the  date  of 
the  filing  of  such  foreign  or  international  application.  A  failure 
of  the  applicant  to  provide  such  notice  within  the  prescribed 
period  shall  result  in  the  application  being  regarded  as  aban- 
doned, unless  it  is  shown  to  the  satisfaction  of  the  Director  that 
the  delay  in  submitting  the  notice  was  unintentional. 

(iv)  If  an  applicant  rescinds  a  request  made  under  clause  (i) 
or  notifies  the  Director  that  an  application  was  filed  in  a  foreign 
country  or  under  a  multilateral  international  agreement  speci- 
fied in  clause  (i),  the  application  shall  be  published  in  accor- 
dance with  the  provisions  of  [35  U.S.C.  §  122(b)(1)]  on  or  as 
soon  as  is  practical  after  the  date  that  is  specified  in  clause  (i). 
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Reminder  that  Rescission  of  a 

Nonpublication  Request  is 

Not  Itself  a  Notice  of  Foreign  Filing 


35  U.S.C.  §  122(b)(2)(B)(iii)  provides  that  an  appficant  who 
has  made  a  nonpublication  request  under  35  U.S.C.  § 
122(b)(2)(B)(i)  in  an  appfication  filed  in  the  United  States 
Patent  and  Trademark  Office  (USPTO),  but  who  subsequently 
files,  in  a  foreign  country  or  under  a  multilateral  international 
agreement  that  requires  eighteen-month  publication  (hereinaf- 
ter "foreign  filing"  or  "foreign  country"),  an  application 
directed  to  the  invention  disclosed  in  the  application  filed  in 
the  USPTO  (hereinafter  "counterpart  application"),  must  no- 
tify the  USPTO  of  the  foreign  filing  not  later  than  forty-five 
days  after  the  date  of  such  foreign  fifing.  35  U.S.C.  § 
122(b)(2)(B)(iii)  further  provides  that  failure  of  the  appficant 
to  provide  the  required  notice  within  this  forty-five-day  period 
shall  result  in  abandonment  of  the  application. 


Therefore,  whenever  a  patent  application  is  filed  in  the 
USPTO  with  a  nonpublication  request,  and  the  appficant  later 
files  a  counterpart  application  in  a  foreign  country,  the  appli- 
cant must  provide  notice  of  the  foreign  filing  within  forty-five 
days  to  avoid  abandonment  of  the  appfication  by  operation  of 
35  U.S.C.  §  122(b)(2)(B)(iu).  The  requirement  in  35  U.S.C.  § 
122(b)(2)(B)(iii)  for  notice  of  the  foreign  filing  is  in  addition  to 
any  rescission  of  the  nonpubfication  request  under  35  U.S.C.  § 
122(b)(2)(B)(ii).  That  is,  if  an  applicant  files  a  counterpart 
application  in  a  foreign  country  after  having  filed  an  applica- 
tion in  the  USPTO  with  a  nonpublication  request,  filing  a 
rescission  of  the  nonpublication  request  under  35  U.S.C.  § 
122(b)(2)(B)(ii)  without  also  providing  a  notice  of  the  foreign 
filing  in  a  timely  manner  will  result  in  abandonment  of  the 
United  States  application  under  35  U.S.C.  §  122(b)(2)(B)(iii). 

The  current  USPTO  form  (PTO/SB/36,  revision  April  2001 
or  later)  to  rescind  a  nonpublication  request  also  contains  the 
foreign  filing  notice  required  by  35  U.S.C.  §  122(b)(2)(B)(ui). 
Applicants  are  strongly  encouraged  to  use  the  current 
USPTO  form  (PTO/SB/36)  when  rescinding  a  nonpublica- 
tion request  because  of  a  subsequent  foreign  filing  of  a 
counterpart  application.  If  an  applicant  merely  rescinds  a 
nonpublication  request  but  does  not  also  file  a  notice  of  foreign 
filing  within  forty-five  days  of  the  subsequent  foreign  filing  of 
a  counterpart  applicant,  applicant  must  file  a  petition  under  37 
CFR  1.137(b)  to  revive  the  abandoned  United  States  applica- 
tion (37  CFR  1.137(f)). 


Questions  regarding  petitions  to  revive  should  be  directed  to 
the  Office  of  Petitions  at  (703)  305-9282.  Questions  regarding 
publication  of  patent  appfications  (or  rescissions  of  nonpubfi- 
cation requests)  should  be  durected  to  the  patent  application 
publication  hotfine  at  (703)  605-4283  or  by  e-mail 
pgpub@uspto.gov. 


April  11,  2003 


STEPHEN  G.  KUNIN 

Deputy  Commissioner  for 
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implement  the  provisions  of  §  4503  of  the  American  Inventors 
Protection  Act  of  1999  do  not  apply  to  applications  filed  before 
November  29,  2000. 


Discussion  of  Specific  Rules 


Requirements  for  Claiming  the 

Benefit  of  Prior-Filed  Applications  Under 

Eighteen-Month  Publication  of  Patent  Applications 

AGENCY:  United  States  Patent  and  Trademark  Office, 
Commerce. 

ACTION:  Final  rule. 

SUMMARY:  In  implementing  the  provisions  of  the  American 
Inventors  Protection  Act  of  1999  related  to  the  eighteen-month 
publication  of  patent  applications,  the  United  States  Patent  and 
Trademark  Office  (Office)  revised  the  rules  of  practice  related 
to  requirements  for  claiming  the  benefit  of  a  prior-filed 
application.  The  Ofiice  is  now  revising  the  time  period  for 
claiming  the  benefit  of  a  prior-filed  application  in  an  applica- 
tion filed  under  the  Patent  Cooperation  Treaty  (PCT).  revising 
the  time  period  for  filing  an  English  language  translation  of  a 
non-English  language  provisional  application,  and  making 
other  technical  corrections  to  the  rules  of  practice  related  to 
eighteen-month  publication. 

EFFECTIVE  DATE:  December  28,  2001. 

FOR  FURTHER  INFORMATION  CONTACT:  Robert  A 
Clarke  or  Joni  Y.  Chang,  Legal  Advisors,  Office  of  Patent 
Legal  Administration,  by  telephone  at  (703)  308-6906,  or  by 
mail  addressed  to:  Box  Comments — Patents,  Commissioner 
for  Patents.  Washington.  DC  20231,  or  by  facsimile  to  (703) 
872-9399,  marked  to  the  attention  of  Robert  A.  Clarke. 

SUPPLEMENTARY  INFORMATION:  The  American  In 
ventors  Protection  Act  of  1999  was  enacted  into  law  on 
November  29,  1999.  See  Pub.  L.  106-113,  113  Stat.  1501, 
1501A-552  through  1501A-591  (1999).  The  American  Inven- 
tors Protection  Act  of  1999  contained  a  number  of  changes  to 
title  35,  United  States  Code,  including  provisions  for  the 
publication  of  pending  applications  for  patent,  with  certain 
exceptions,  promptly  after  the  expiration  of  a  period  of 
eighteen  months  from  the  earliest  filing  date  for  which  a 
benefit  is  sought  under  title  35,  United  States  Code  ("eighteen- 
month  publication").  The  Office  implemented  the  eighteen- 
month  publication  provisions  of  the  American  Inventors  Pro- 
tection Act  of  1999  in  a  final  rule  published  in  September  of 
2000.  See  Changes  to  Implement  Eighteen-Month  Publication 
of  Patent  Applications,  65  FR  57023  (Sept.  20,  2000),  1239 
Off.  Gaz.  Pat.  Office  63  (Oct.  10,  2000)  (final  rule). 

Section  4503(a)  of  the  American  Inventors  Protection  Act  of 
1999  amended  35  U.S.C.  119(b)  to  provide  that  no  application 
for  patent  shall  be  entitled  to  a  right  of  priority  under  35  U.S.C. 
119(a)-(d)  unless  a  claim  identifying  the  foreign  application  is 
filed  at  such  time  during  the  pendency  of  the  application  as 
required  by  the  Office.  Section  4503(b)  of  the  American 
Inventors  Protection  Act  of  1999  amended  35  U.S.C.  119(e) 
and  120  to  provide  that  no  apphcation  shall  be  entitled  to  the 
benefit  of  a  prior-filed  application  unless  an  amendment 
containing  the  specific  reference  to  the  prior-filed  application  is 
submitted  at  such  time  during  the  pendency  of  the  application 
as  required  by  the  Office.  Section  4503  of  the  American 
Inventors  Protection  Act  of  1999  also  amended  35  U.S.C.  119 
and  120  to  permit  the  Office  to  establish  procedures  for 
accepting  an  unintentionally  delayed  claim  for  the  benefit  of  a 
prior-filed  application.  Section  4503  of  the  American  Inventors 
Protection  Act  of  1999  applies  to  applications  filed  under  35 
U.S.C.  Ill  on  or  after  November  29,  2000,  and  to  applications 
entering  the  national  stage  after  compliance  with  35  U.S.C. 
371  that  resulted  from  international  applications  filed  on  or 
after  November  29,  2000.  See  Pub.  L.  106-113,  §  4508,  113 
Stat,  at  1501A-566  through  1501A-567.  This  final  rule  amends 
37  CFR  1.55  and  1.78  to:  (1)  Revise  the  requirements  for 
claiming  the  benefit  of  a  prior-filed  application  in  an  applica- 
tion filed  under  the  PCT;  (2)  revise  the  time  period  and 
requirements  for  filing  an  English  language  translation  of  a 
non-English  language  provisional  application;  and  (3)  ex- 
pressly  indicate   that  the  time  period  requirements   which 


Title  37  of  the  Code  of  Federal  Regulations,  Part  1,  is 
amended  as  follows: 

Section  1.14:  Section  1.14(i)(2)  is  amended  to  correct  its 
reference  to  "35  U.S.C.  154(d)(4)  (formeriy  indicated  as  "35 
U.S.C.  154(2)(d)(4)")." 

Section  1.55:  Section  1.55(a)(l)(i)  is  amended  such  that  the 
rules  of  practice  expressly  indicate  that  the  time  periods  in  § 
1.55(a)(l)(i)  do  not  apply  in  an  application  under  35  U.S.C. 
111(a)  if  the  application  is:  (1)  an  application  for  a  design 
patent;  or  (2)  an  application  filed  before  November  29,  2000. 
The  Office  indicated  that  the  changes  to  §  1.55  (and  §  1.78)  to 
implement  eighteen-month  publication  applied  only  to  appli- 
cations filed  on  or  after  November  29,  2000.  See  Changes  to 
Implement  Eighteen-Month  Publication  of  Patent  Applica- 
tions, 65  FR  at  57024,  1239  Off.  Gaz.  Pat.  Office  at  63.  The 
Office,  however,  has  received  enough  inquiries  about  whether 
the  time  periods  set  forth  in  §  1.55(a)(l)(i)  (and  §  1.78(a)(2) 
and  §  1.78(a)(5))  apply  to  particular  applications  that  the  Office 
has  decided  to  place  this  information  in  §  1.55  (and  §  1.78) 
itself. 

Section  1.55(c)  is  amended  to  expressly  indicate  that  a 
petition  under  §  1.55(c)  to  accept  the  delayed  claim  must  also 
be  accompanied  by  the  claim  (i.e.,  the  claim  required  by  35 
U.S.C.  119(a)-(d)  and  §  1.55)  for  priority  to  the  prior  foreign 
application,  unless  previously  submitted. 

Section  1.78:  Section  1.78(a)(1)  is  amended  to  make  its 
provisions  applicable  to  international  applications  designating 
the  United  States  of  America.  The  phrase  "nonprovisional 
application"  as  used  in  the  rules  of  practice  means  either  an 
application  filed  under  35  U.S.C.  111(a)  or  an  international 
application  filed  under  35  U.S.C.  363  that  entered  the  national 
stage  after  compliance  with  35  U.S.C.  371.  See  §  1.9(a)(3). 
Thus,  provisions  which  apply  only  to  a  nonprovisional  appli- 
cation (e.g.,  the  requirement  in  §  1.78(a)(2)(iii)  for  a  specific 
reference  in  an  application  data  sheet  (§  1.76)  or  the  specifi- 
cation) do  not  apply  to  any  international  application  that  does 
not  enter  national  stage  processing  under  35  U.S.C.  371.  The 
specific  reference  requirements  of  35  U.S.C.  119(e)  and  120 
are  met  in  such  an  international  application  by  a  specific 
reference  to  the  prior-filed  application  in  the  international 
application  papers  (e.g.,  in  the  Request  (PCT  Rule  4.10  and  § 
1.434(d)(2)),  or  a  correction  or  addition  in  accordance  with 
PCT  Rule  26bis). 

Section  1.78(a)(2)  is  amended  to  place  its  provisions  in 
separate  paragraphs  (a)(2)(i)  through  (a)(2)(iv)  for  clarity. 
Section  1.78(a)(2)  is  also  amended  to  make  its  provisions 
applicable  to  international  applications  designating  the  United 
States  of  America,  and  to  set  forth  the  time  period  for  making 
a  claim  (providing  the  specific  reference  required  by  § 
1.78(a)(2)(i))  for  both  an  application  filed  under  35  U.S.C. 
111(a)  and  an  international  application  designating  the  United 
States  of  America  which  entered  the  national  stage  after 
comphance  with  35  U.S.C.  371. 

Specifically,  if  the  later-filed  application  is  an  application 
filed  under  35  U.S.C.  111(a),  the  specific  reference  required  by 
§  1.78(a)(2)(i)  must  be  submitted  within  the  later  of  four 
months  from  the  actual  filing  date  of  the  later-filed  application 
or  sixteen  months  from  the  filing  date  of  the  prior-filed 
application.  If,  however,  the  later-filed  application  is  a  nonpro- 
visional application  which  entered  the  national  stage  from  an 
international  application  after  compliance  with  35  U.S.C.  371, 
the  specific  reference  required  by  §  1.78(a)(2)(i)  must  be 
submitted  within  the  later  of  four  months  from  the  date  on 
which  the  national  stage  commenced  under  35  U.S.C.  371(b) 
or  (f)  in  the  later-filed  international  application  or  sixteen 
months  from  the  filing  date  of  the  prior-filed  application.  This 
reference  must,  in  any  event,  be  submitted  during  the  pendency 
of  the  later-filed  application.  The  provisions  relating  to  an 
application  filed  under  35  U.S.C.  1 1 1(a)  do  not  change  the  time 
period  for  submitting  a  specific  reference  in  such  applications. 
The  provisions  relating  to  an  international  application  desig- 
nating the  United  States  of  America  which  entered  the  national 
stage  after  compliance  with  35  U.S.C.  371,  however,  do 
change  the  time  period  for  submitting  a  specific  reference  to 
any  prior-filed  application  for  which  a  benefit  is  claimed  in 
such  international  applications  in  that  the  four-month  period  is 
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measured  from  the  date  on  which  the  national  stage  com- 
menced under  35  U.S.C.  371(b)  or  (f)  rather  than  the  actual 
filing  date  of  the  international  application  under  35  U.S.C.  363. 

Section  1 .78(a)(2)  is  also  amended  to  eliminate  the  require- 
ment that  if  the  application  claims  the  benefit  of  an  interna- 
tional application,  the  first  sentence  of  the  specification  must 
include  an  indication  of  whether  the  international  application 
was  published  under  PCT  Article  21(2)  in  Enghsh.  The  Office 
is  ehminating  this  requirement  because:  (1)  The  Office  will  not 
delay  publication  of  the  application  if  this  requirement  is  not 
met;  and  (2)  this  information  can  be  obtained  from  other 
sources. 

Section  1.78(a)(2)  is  also  amended  such  that  the  rules  of 
practice  expressly  indicate  that  the  time  periods  in  § 
1.78(a)(2)(ii)  do  not  apply  if  the  later-filed  application  is:  (1) 
An  application  for  a  design  patent;  (2)  an  application  filed 
under  35  U.S.C.  111(a)  before  November  29,  2000;  or  (3)  a 
nonprovisional  application  which  entered  the  national  stage 
after  compliance  with  35  U.S.C.  371  from  an  international 
application  filed  under  35  U.S.C.  363  before  November  29, 
2000.  The  Office  indicated  that  the  changes  to  §  1.78  to 
implement  eighteen-month  publication  applied  only  to  appli- 
cations filed  on  or  after  November  29,  2000.  See  Changes  to 
Implement  Eighteen-  Month  Publication  of  Patent  Applica- 
tions, 65  FR  at  57024,  1239  Off.  Gaz.  Pat.  Office  at  63.  The 
Office,  however,  has  received  enough  inquiries  about  whether 
the  time  periods  set  forth  in  §  1.78  apply  to  particular 
applications  that  the  Office  has  decided  to  place  this  informa- 
tion in  §  1.78  itself. 

Section  1.78(a)(2)  is  also  amended  to  change  the  sentence 
"[t]he  identification  of  an  application  by  application  number 
under  this  section  is  the  specific  reference  required  by  35 
U.S.C.  120  to  every  application  assigned  that  apphcation 
number"  to  "[t]he  identification  of  an  application  by  applica- 
tion number  under  this  section  is  the  identification  of  every 
application  assigned  that  application  number  necessary  for  a 
specific  reference  required  by  35  U.S.C.  120  to  every  such 
application  assigned  that  application  number."  That  is,  a 
continued  prosecution  application  under  §  1.53(d)  (CPA)  does 
not  require  any  additional  identification  of  or  reference  to  the 
prior  application  (or  any  prior  application  assigned  the  appli- 
cation number  of  such  application  under  §  1.53(d))  under  35 
U.S.C.  120  and  §  1.78(a)(2)  other  than  the  identification  of  the 
prior  application  in  the  request  required  by  §  1.53(d)  for  a 
CPA.  See  Changes  to  Patent  Practice  and  Procedure,  62  FR 
53131,  53144  (Oct.  10,  1997),  1203  Off.  Gaz.  Pat.  Office  63,  73 
(Oct.  21,  1997)  (final  rule).  The  change  to  this  provision 
clarifies  that  the  other  provisions  of  §  1.78(a)(2)  (e.g.,  that  the 
claim  be  in  the  application  data  sheet  or  the  first  sentence  of  the 
specification)  remain  applicable  when  an  application  under  § 
1.53(b)  claims  the  benefit  under  35  U.S.C.  120  of  a  continued 
prosecution  application  filed  under  §  1.53(d). 

Section  1.78(a)(3)  is  amended  to  expressly  indicate  that  a 
petition  under  §  1.78(a)(3)  to  accept  the  delayed  claim  must 
also  be  accompanied  by  the  claim  (i.e.,  the  reference  required 
by  35  U.S.C.  120  and  §  1.78(a)(2))  to  the  benefit  of  the 
prior-filed  application,  unless  previously  submitted.  Section 
1.78(a)(3)  is  also  amended  to  change  "paragraph  (a)(2)"  to 
paragraph  "(a)(2)(ii)"  for  consistency  with  the  changes  to  § 
1.78(a)(2). 

Section  1.78(a)(3)  provides  that  if  the  reference  required  by 
35  U.S.C.  120  and  §  1.78(a)(2)  of  this  section  is  presented  in 
a  nonprovisional  application  after  the  time  period  provided  by 
§  1.78(a)(2)(ii),  the  claim  under  35  U.S.C.  120,  121,  or  365(c) 
for  the  benefit  of  a  prior-filed  copending  nonprovisional 
application  or  international  application  designating  the  United 
States  may  be  accepted  if  the  applicant  files  a  petition  to  accept 
the  delayed  claim  that  is  accompanied  by:  (1)  the  reference 
required  by  35  U.S.C.  120  and  §  1.78(a)(2)  to  the  prior-filed 
application  (unless  previously  submitted);  (2)  the  surcharge  set 
forth  in  §  1.17(t);  and  (3)  a  statement  that  the  entire  delay 
between  the  date  the  claim  was  due  under  §  1.78(a)(2)(ii)  and 
the  date  the  claim  was  filed  was  unintentional. 

If  an  applicant  includes  a  claim  to  the  benefit  of  a  prior-filed 
nonprovisional  application  or  international  application  desig- 
nating the  United  States  elsewhere  in  the  application  but  not  in 
the  manner  specified  in  §  1.78(a)(2)(i)  and  (iii)  (e.g.,  if  the 
claim  is  included  in  an  unexecuted  oath  or  declaration  or  the 
application  transmittal  letter)  within  the  time  period  set  forth  in 
§  1.78(a)(2)(ii),  the  Office  will  not  require  a  petition  (and  the 
surcharge  under  §  1.17(t))  to  correct  the  claim  if  the  informa- 
tion concerning  the  claim  contained  elsewhere  in  the  applica- 
tion was  recognized  by  the  Office  as  shown  by  its  inclusion  on 
a  filing  receipt.  This  is  because  the  application  will  have  been 


scheduled  for  publication  on  the  basis  of  the  information 
concerning  the  claim  contained  elsewhere  in  the  application 
within  the  time  period  set  forth  in  §  1.78(a)(2)(ii).  Of  course, 
the  applicant  must  still  submit  the  claim  in  the  manner 
specified  in  §  1.78(a)(2)(i)  and  (iii)  (i.e.,  by  an  amendment  in 
the  first  sentence  of  the  specification  or  in  an  application  data 
sheet)  to  have  a  proper  claim  under  35  U.S.C.  120  and  §  1.78 
to  the  benefit  of  a  prior-filed  application.  If,  however,  an 
applicant  includes  such  a  claim  elsewhere  in  the  application 
and  not  in  the  manner  specified  in  §  1.78(a)(2)(i)  and  (iii),  and 
the  claim  is  not  recognized  by  the  Office  as  shown  by  its 
absence  on  the  filing  receipt  (e.g.,  if  the  claim  is  in  a  part  of  the 
application  where  priority  or  continuity  claims  are  not  conven- 
tionally located,  such  as  the  body  of  the  specification),  the 
Office  will  require  a  petition  (and  the  surcharge  under  § 
1.17(t))  to  correct  such  claim.  This  is  because  the  application 
will  not  have  been  scheduled  for  publication  on  the  basis  of  the 
information  concerning  the  claim  contained  elsewhere  in  the 
application. 

Section  1.78(a)(4)  is  amended  to  make  its  provisions  appli- 
cable to  international  applications  designating  the  United 
States  of  America. 

Section  1.78(a)(5)  is  amended  to  place  its  provisions  in 
separate  paragraphs  (a)(5)(i)  through  (a)(5)(iv)  for  clarity. 
Section  1.78(a)(5)  is  also  amended  to:  (1)  Make  its  provisions 
applicable  to  international  appUcations  designating  the  United 
States  of  America;  (2)  set  forth  the  time  period  for  making  a 
claim  (providing  the  specific  reference  required  by  § 
1.78(a)(5))  for  both  an  application  filed  under  35  U.S.C.  111(a) 
and  an  international  application  designating  the  United  States 
of  America  which  entered  the  national  stage  after  compliance 
with  35  U.S.C.  371;  and  (3)  change  the  time  period  and 
requirements  for  filing  an  English  language  translation  of  a 
non-English  language  provisional  application. 

Specifically,  if  the  later-filed  application  is  an  application 
filed  under  35  U.S.C.  111(a),  the  specific  reference  required  by 
§  1.78(a)(5)(i)  must  be  submitted  within  the  later  of  four 
months  from  the  actual  filing  date  of  the  later-filed  application 
or  sixteen  months  from  the  filing  date  of  the  prior-filed 
application.  If,  however,  the  later-filed  apphcation  is  a  nonpro- 
visional application  which  entered  the  national  stage  from  an 
international  application  after  compliance  with  35  U.S.C.  371, 
the  specific  reference  required  by  §  1.78(a)(5)(i)  must  be 
submitted  within  the  later  of  four  months  from  the  date  on 
which  the  national  stage  commenced  under  35  U.S.C.  371(b) 
or  (f)  in  the  later-filed  international  application  or  sixteen 
months  from  the  filing  date  of  the  prior-filed  application.  This 
reference  must,  in  any  event,  be  submitted  during  the  pendency 
of  the  later-filed  application.  The  provisions  relating  to  an 
application  filed  under  35  U.S.C.  1 1 1(a)  do  not  change  the  time 
period  for  submitting  a  specific  reference  in  such  applications. 
The  provisions  relating  to  an  international  application  desig- 
nating the  United  States  of  America  which  entered  the  national 
stage  after  comphance  with  35  U.S.C.  371,  however,  do 
change  the  time  period  for  submitting  a  specific  reference  to 
any  prior-filed  application  for  which  a  benefit  is  claimed  in 
such  international  appUcations  in  that  the  four-month  period  is 
measured  from  the  date  on  which  the  national  stage  com- 
menced under  35  U.S.C.  371(b)  or  (f)  rather  than  the  actual 
filing  date  of  the  international  application  under  35  U.S.C.  363. 

Section  1.78(a)(5)  is  also  amended  such  that  the  rules  of 
practice  expressly  indicate  that  the  time  periods  in  § 
1.78(a)(5)(ii)  do  not  apply  if  the  later-filed  application  is:  (1) 
an  application  filed  under  35  U.S.C.  111(a)  before  November 
29,  2000;  or  (2)  a  nonprovisional  application  which  entered  the 
national  stage  after  compliance  with  35  U.S.C.  371  from  an 
international  application  filed  under  35  U.S.C.  363  before 
November  29,  2000. 

Section  1.78(a)(5)  is  also  amended  to  provide  that  if  a 
provisional  application  was  filed  in  a  language  other  than 
English  and  an  English-language  translation  of  the  provisional 
application  and  a  statement  that  the  translation  is  accurate  were 
not  previously  filed  in  the  provisional  application  or  the 
nonprovisional  application,  applicant  will  be  notified  and  given 
a  period  of  time  within  which  to  file  an  English-language 
translation  of  the  non-  English-language  provisional  applica- 
tion and  a  statement  that  the  translation  is  accurate.  In  a 
pending  nonprovisional  application,  failure  to  timely  reply  to 
such  a  notice  will  result  in  abandonment  of  the  application. 
Thus,  §  1.78(a)(5)  no  longer  provides  that  if  a  provisional 
application  was  filed  in  a  language  other  than  Enghsh,  a  claim 
to  the  benefit  of  such  provisional  apphcation  is  waived  if  an 
Enghsh  language  translation  of  a  non-EngUsh  language  provi- 
sional application  is  not  submitted  within  the  later  of  four 
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months  from  the  actual  filing  date  of  the  nonprovisional 
application  or  sixteen  months  from  the  filing  date  of  the 
prior-filed  provisional  application.  In  the  event  that  the  Office 
schedules  an  application  that  claims  the  benefit  of  a  provisional 
application  filed  in  a  language  other  than  English  for  publica- 
tion without  issuing  a  notice  requiring  the  applicant  to  file 
English-language  translation  of  the  non-English-language  pro- 
visional application,  the  applicant  should  file  the  English- 
language  translation  of  the  non-English-language  provisional 
application  and  a  statement  that  the  translation  is  accurate 
before  the  scheduled  publication  date.  This  change  to  § 
1.78(a)(5)  allows  applicant  to  file  an  English-language  trans- 
lation of  a  non-English  language  provisional  application  either 
in  the  provisional  application  or  in  each  nonprovisional  apph- 
cation  that  claims  the  benefit  of  the  provisional  application. 

Section  1.78(a)(5)  is  also  amended  to  delete  the  term 
"copending,"  as  35  U.S.C.  119(e)  no  longer  requires  copen- 
dency  between  a  nonprovisional  application  and  a  provisional 
application  for  the  nonprovisional  application  to  claim  the 
benefit  of  the  filing  date  of  the  provisional  application  under  35 
U.S.C.  119(e).  35  U.S.C.  119(e)(1)  continues  to  require  that 
any  nonprovisional  application  claiming  the  benefit  of  a 
provisional  application  be  filed  within  twelve  months  after  the 
filing  date  of  the  provisional  application  (or  the  next  succeed- 
ing business  day  if  the  date  that  is  twelve  months  after  the 
filing  date  of  the  provisional  apphcation  falls  on  a  Saturday, 
Sunday,  or  Federal  holiday).  See  Request  for  Continued 
Examination  Practice  and  Changes  to  Provisional  Application 
Practice,  65  PR  50092,  50098  (Aug.  16,  2000),  123S  Off.  Gaz. 
Pat.  Office  13,  18-19  (Sept.  5,  2000)  (final  rule)  (comment  2 
and  response). 

Section  1.78(a)(6)  is  amended  to  expressly  indicate  that  a 
petition  under  §  1.78(a)(6)  to  accept  the  delayed  claim  must 
also  be  accompanied  by  the  claim  (i.e.,  the  reference  required 
by  35  U.S.C.  119(e)  and  §  1.78(a)(5))  to  the  benefit  of  the 
prior-filed  provisional  application,  unless  previously  submit- 
ted. Section  1.78(a)(6)  is  also  amended  to  change  "paragraph 
(a)(5)"  to  paragraph  "(a)(5)(ii)"  for  consistency  with  the 
changes  to  §  1.78(a)(5). 

Section  1.78(a)(6)  provides  that  if  the  reference  required  by 
35  U.S.C.  119(e)  and  paragraph  (a)(5)  of  this  section  is 
presented  in  a  nonprovisional  application  after  the  time  period 
provided  by  §  1.78(a)(5)(ii),  the  claim  under  35  U.S.C.  119(e) 
for  the  benefit  of  a  prior-filed  provisional  application  may  be 
accepted  if  the  applicant  files  a  petition  to  accept  the  delayed 
claim  that  is  accompanied  by:  (1)  the  reference  required  by  35 
U.S.C.  119(e)  and  §  1.78(a)(5)  to  the  prior-filed  provisional 
application  (unless  previously  submitted);  (2)  the  surcharge  set 
forth  in  §  1.1 7(t);  and  (3)  a  statement  that  the  entire  delay 
between  the  date  the  claim  was  due  under  §  1.78(a)(5)(ii)  and 
the  date  the  claim  was  filed  was  unintentional. 

If  an  applicant  includes  a  claim  to  the  benefit  of  a  prior-filed 
provisional  application  elsewhere  in  the  application  but  not  in 
the  manner  specified  in  §  1.78(a)(5)(i)  and  (iii)  (e.g.,  if  the 
claim  is  included  in  an  unexecuted  oath  or  declaration  or  the 
application  transmittal  letter)  within  the  time  period  set  forth  in 
§  1.78(a)(5)(ii),  the  Office  will  not  require  a  petition  (and  the 
surcharge  under  §  1.1 7(t))  to  correct  the  claim  if  the  informa- 
tion concerning  the  claim  contained  elsewhere  in  the  applica- 
tion was  recognized  by  the  Office  as  shown  by  its  inclusion  on 
a  filing  receipt.  This  is  because  the  application  will  have  been 
scheduled  for  publication  on  the  basis  of  the  information 
concerning  the  claim  contained  elsewhere  in  the  application 
within  the  time  period  set  forth  in  §  1 .78(a)(5)(ii).  Of  course, 
the  applicant  must  still  submit  the  claim  in  the  manner 
specified  in  §  1.78(a)(5)(i)  and  (iii)  (i.e.,  by  an  amendment  in 
the  first  sentence  of  the  specification  or  in  an  application  data 
sheet)  to  have  a  proper  claim  under  35  U.S.C.  119(e)  and  § 
1.78  to  the  benefit  of  a  prior-filed  provisional  application.  If, 
however,  an  applicant  includes  such  a  claim  elsewhere  in  the 
application  and  not  in  the  manner  specified  in  §  1.78(a)(5)(i) 
and  (iii),  and  the  claim  is  not  recognized  by  the  Office  as 
shown  by  its  absence  on  a  filing  receipt  (e.g.,  if  the  claim  is  in 
a  part  of  the  application  where  priority  or  continuity  claims  are 
not  conventionally  located,  such  as  the  body  of  the  specifica- 
tion), the  Office  will  require  a  petition  (and  the  surcharge  under 
§  1.1 7(t))  to  correct  such  claim.  This  is  because  the  application 
will  not  have  been  scheduled  for  pubhcation  on  the  basis  of  the 
information  concerning  the  claim  contained  elsewhere  in  the 
application. 

Section  1.311:  Section  1.311(a)  is  amended  to  correct  the 
parenthetical  reference  to  "(§  1.211(f))"  to  "(§  1.211(e))." 

Section  1.434:  Section  1.434(d)(2)  is  amended  by  deleting 
the  term  "copending,"  as  the  prior  national  application  may  be 


a  provisional  application  and  35  U.S.C.  119(e)  no  longer 
requires  copendency  for  a  nonprovisional  application  to  claim 
the  benefit  of  the  filing  date  of  a  provisional  application  under 
35  U.S.C.  119(e). 

Section  1.491:  The  Office  proposed  amending  §  1.491  such 
that  the  regulations  set  forth  the  curtent  language  of  35  U.S.C. 
371(b)  that  defines  when  national  stage  commencement  oc- 
curs. The  Office  will  adopt  that  proposed  change  to  §  1.491  in 
a  separate  final  rule  that  implements  an  amendment  to  PCT 
Article  22. 

Response  to  Comments 

The  Office  published  a  notice  proposing  the  above-men- 
tioned changes  to  the  rules  of  practice.  See  Requirements  for 
Claiming  the  Benefit  of  Prior-Filed  Applications  Under  Eigh- 
teen-Month Publication  of  Patent  Applications,  66  PR  46409 
(Sept.  5,  2001),  1251  Off.  Gaz.  Pat.  Office  16  (Oct.  2,  2001) 
(notice  of  proposed  rulemaking).  The  Office  received  seven 
written  comments  (from  intellectual  property  organizations, 
patent  practitioners,  and  the  general  public)  in  response  to  the 
notice  of  proposed  rulemaking.  The  comments  are  available 
for  public  inspection  at  the  Office  of  the  Commissioner  for 
Patents,  located  in  Crystal  Park  2,  Suite  910,  2121  Crystal 
Drive,  Arlington,  Virginia,  and  are  also  posted  on  the  Office's 
Internet  Web  site  (address:  http://www.uspto.gov). 

Most  of  the  comments  expressed  support  for  the  proposed 
changes.  None  of  the  comments  opposed  the  proposed 
changes,  but  several  comments  included  additional  sugges- 
tions. Those  comments  and  the  Office's  responses  follow 
(comments  that  generally  support  the  proposed  changes  are  not 
discussed): 

Comment  1:  Several  comments  suggested  that  the  Office 
make  clear  that  the  time  period  requirements  in  §  1.78(a)(2)(ii) 
and  §  1.78(a)(5)(ii)  (and  resulting  waiver  if  these  time  period 
requirements  are  not  met)  do  not  apply  to  applications  filed 
before  November  29,  2000.  Another  comment  suggested  that 
the  change  to  §  1.78  be  made  retroactive  to  all  applications 
filed  on  or  after  November  29,  2000. 

Response:  Sections  1.55  and  1.78  are  now  amended  to 
expressly  state  that  the  time  period  requirements  of  § 
1.55(a)(l)(i),  §  1.78(a)(2)(ii)  and  §  1.78(a)(5)(ii)  do  not  apply 
to  applications  filed  before  November  29,  2000.  Therefore, 
there  is  no  waiver  of  a  benefit  under  35  U.S.C.  119  or  120  for 
failure  to  comply  with  the  time  period  requirements  of  § 
1.55(a)(l)(i),  §  1.78(a)(2)(ii)  or  §  1.78(a)(5)(ii)  in  an  applica- 
tion filed  before  November  29,  2000. 

Except  where  the  terms  of  §  1.55  and  §  1.78  indicate  that  a 
provision  of  §  1.55  or  §  1.78  applies  only  to  applications  filed 
on  or  after  November  29,  2000  (i.e.,  §  1.55(a)(l)(i),  § 
1.78(a)(2)(ii),  and  §  1.78(a)(5)(2)(ii)),  the  provisions  of  §  1.55 
and  §  1.78  as  now  amended  are  applicable  to  applications  filed 
before,  on,  or  after  November  29,  2000.  For  example,  both  the 
eUmination  of  the  requirement  that  if  the  application  claims  the 
benefit  of  an  international  application,  the  first  sentence  of  the 
specification  must  include  an  indication  of  whether  the  inter- 
national application  was  published  under  PCT  Article  21(2)  in 
English  (§  1.78(a)(2)),  and  the  more  liberal  time  period  and 
provisions  for  filing  an  English  language  translation  of  a 
non-English  language  provisional  application  (§  1.78(a)(5)), 
apply  to  applications  filed  before,  on,  or  after  November  29, 
2000.  Sections  1.55  and  1.78  as  now  amended,  however, 
provide  that  the  time  period  requirements  of  §  1.55(a)(l)(i),  § 
1.78(a)(2)(ii)  and  §  1.78(a)(5)(ii)  do  not  apply  to  applications 
filed  before  November  29,  2000. 

Comment  2:  Several  comments  suggested  that  §  1.78  be 
amended  to  state  that,  if  an  applicant  includes  a  claim  under  § 
1.78  to  the  benefit  of  a  prior-filed  application  elsewhere  in  the 
application,  but  not  in  the  manner  specified  in  §  1.78(a)(2)(i) 
and  (iii)  or  §  1.78(a)(5)(i)  and  (iii),  within  the  time  period  set 
forth  in  §  1.78(a)(2)(ii)  or  §  1.78(a)(5)(ii),  respectively,  the 
Office  will  not  require  a  petition  (and  the  surcharge  under  § 
1 . 1 7(t))  to  correct  the  claim  if  the  information  concerning  the 
claim  contained  elsewhere  in  the  application  was  recognized 
by  the  Office  as  shown  by  its  inclusion  on  a  filing  receipt  or  in 
the  patent  application  publication. 

Response:  The  Office  has  adopted  the  following  practice:  if 
an  applicant  includes  a  claim  under  §  1.78  to  the  benefit  of  a 
prior-filed  application  elsewhere  in  the  application,  but  not  in 
the  manner  specified  in  §  1.78(a)(2)(i)  and  (iii)  or  § 
1.78(a)(5)(i)  and  (iii),  within  the  time  period  set  forth  in  § 
1.78(a)(2)(ii)  or  §  1.78(a)(5)(ii),  respectively,  the  Office  will 
not  require  a  petition  (and  the  surcharge  under  §  1.1 7(t))  to 
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correct  the  claim  if  the  information  concerning  the  claim 
contained  elsewhere  in  the  application  was  recognized  by  the 
Office  as  shown  by  its  inclusion  on  a  filing  receipt  (not  as 
shown  by  its  inclusion  in  the  patent  application  publication). 
The  reason  for  this  practice  is  to  avoid  the  situation  in  which 
an  applicant  is  required  to  file  a  petition  (and  pay  the  surcharge 
under  §  1.17(t))  even  though  the  application  was  scheduled  for 
publication  on  the  basis  of  the  information  concerning  the 
claim  contained  elsewhere  in  the  application,  but  not  in  the 
manner  specified  in  §  1.78(a)(2)(i)  and  (iii)  or  §  1.78(a)(5)(i) 
and  (iii),  within  the  time  period  set  forth  in  §  1.78(a)(2)(ii). 
That  is,  whether  an  applicant  is  required  to  file  a  petition  (and 
pay  the  surcharge  under  §  1.1 7(t))  to  correct  a  claim  that  does 
not  comply  with  §  1.78(a)(2)(i)  and  (iii)  or  §  1.78(a)(5)(i)  and 
(iii)  is  based  upon  the  effect  the  informal  claim  has  on  the 
scheduUng  of  the  application  for  publication,  and  not  whether 
the  informal  claim  is  ultimately  included  in  the  patent  apph- 
cation  publication. 

The  Office's  goal  is  to  encourage  applicants  to  provide 
claims  to  the  benefit  of  any  prior-filed  apphcation  in  the 
manner  specified  in  §  1.78(a)(2)(i)  and  (iii)  or  §  1.78(a)(5)(i) 
and  (iii)  within  the  time  period  set  forth  in  §  1.78(a)(2)(ii)  or 
§  1 .78(a)(5)(ii).  Amending  §  1 .78  itself  to  expressly  include  the 
above-stated  practice  would  give  tacit  approval  to  providing 
claim  to  the  benefit  of  a  prior-filed  application  in  a  manner  that 
does  not  comply  with  §  1.78(a)(2)(i)  and  (iii)  or  §  1.78(a)(5)(i) 
and  (iii).  The  commentors'  proposed  amendment  to  §  1.78 
would  have  an  effect  contrary  to  the  Office's  goal  of  encour- 
aging applicants  to  provide  claims  to  the  benefit  of  any 
prior-filed  application  in  the  manner  specified  in  §  1 .78(a)(2)(i) 
and  (iii)  or  §  1.78(a)(5)(i)  and  (iii)  within  the  time  period  set 
forth  in  §  1.78(a)(2)(ii)  or  §  1.78(a)(5)(ii). 

Finally,  if  a  claim  under  §  1.78  does  not  comply  with  § 
1.78(a)(2)(i)  and  (iii)  or  §  1.78(a)(5)(i)  and  (iii)  (but  is  stated 
elsewhere  in  the  application),  such  claim  must  eventually  be 
presented  in  the  manner  specified  in  §  1.78(a)(2)(i)  and  (iii)  or 
§  1.78(a)(5)(i)  and  (iii)  (i.e.,  by  an  amendment  in  the  first 
sentence  of  the  specification  or  in  an  application  data  sheet)  to 
be  a  proper  claim  under  35  U.S.C.  119(e)  or  120  and  §  1.78  to 
the  benefit  of  a  prior-filed  application. 

Comment  3:  Several  comments  suggested  that  the  Office 
should  make  it  clear  that  if  the  requirements  of  §  1.78(a)(2)(ii) 
have  been  met,  the  applicant  has  not  waived  priority  or 
continuity  benefits  even  if  the  priority  or  continuity  claim  is 
not  included  in  the  patent  application  publication. 

Response:  If  a  claim  under  §  1.78  to  the  benefit  of  a 
prior-filed  application  is  stated  in  the  manner  specified  in  § 
1.78(a)(2)(i)  and  (iii)  or  §  1.78(a)(5)(i)  and  (iii)  within  the  time 
period  set  forth  in  §  1.78(a)(2)(ii)  or  §  1.78(a)(5)(ii),  the 
applicant  has  not  waived  the  claim  regardless  of  whether  the 
Office  includes  the  claim  in  the  patent  application  publication. 
Nothing  in  §  1.78  suggests  that  the  propriety  of  claim  under  § 
1.78  is  dependent  upon  its  inclusion  in  the  patent  application 
publication. 

Comment  4:  Several  comments  suggested  that  the  Office 
should  provide  applicants  with  the  greatest  possible  flexibility 
in  satisfying  priority  claim  requirements,  and  should  avoid 
adding  technical  requirements  that  may  result  in  a  loss  of 
patent  rights.  The  comments  specifically  suggested  that  since 
Office  employees  are  familiar  with  checking  the  declaration  for 
priority  claims,  §  1.78(a)(2)(iii)  should  be  further  amended  to 
allow  the  reference  required  by  §  1.78(a)(2)(i)  to  be  included  in 
the  declaration. 

Response:  The  Office  allows  applicants  to  provide  claims 
under  §  1.78  to  the  benefit  of  any  prior-filed  application  either 
in  the  first  line  of  the  specification  (where  §  1.78  formerly 
required  such  a  claim  to  be)  or  in  an  application  data  sheet  (§ 
1.76).  Providing  even  this  level  of  flexibility  hinders  the  patent 
application  publication  and  patent  printing  process  when  the 
specification  and  application  data  sheet  (§  1.76)  contain 
conflicting  information.  Providing  the  oath  or  declaration 
under  §  1.63  as  an  additional  possible  location  for  claims  under 
§  1.78  to  the  benefit  of  any  prior-filed  application  would  result 
in  confusion  in  situations  in  which:  (1)  the  applicant  has 
submitted  multiple  oaths  or  declarations  under  §  1.63;  or  (2) 
information  submitted  in  the  oath  or  declaration  conflicts  with 
information  submitted  in  the  specification  or  the  application 
data  sheet  (§  1.76).  Providing  the  oath  or  declaration  under  § 
1.63  as  an  additional  possible  location  for  claims  to  the  benefit 
of  any  prior-filed  application  would  also  cause  problems  in  the 
situation  in  which  it  is  desirable  to  delete  a  claim  to  the  benefit 
of  a  prior-filed  application  (for  patent  term  purposes),  in  that  a 
substitute  oath  or  declaration  not  containing  the  claim  would 


be  necessary  to  eliminate  a  claim  if  such  claim  is  made  by  a 
statement  in  the  oath  or  declaration  (§  1.63). 

Comment  5:  Several  comments  suggested  that  the  Office 
should  take  all  steps  necessary  to  ensure  that  all  proper  priority 
or  benefit  claims  are  included  in  the  first  paragraph  of  the 
patent  application  publication. 

Response:  The  applicant  and  apphcation  information  (i.e.. 
inventor  names,  including  order,  title,  priority /benefit,  assignee 
name)  that  is  in  the  Office's  Patent  Application  Locating  and 
Monitoring  (PALM)  system  at  the  time  the  application  content 
is  extracted  from  the  Office's  Patent  Application  Capture  and 
Review  (PACR)  database  for  publication  will  be  reflected  on 
the  front  page  of  the  patent  application  publication.  Thus,  if  an 
application  is  filed  without  any  priority  or  benefit  claim,  but  a 
priority  or  benefit  claim  is  subsequently  submitted  before  the 
application  content  has  been  extracted  for  publication,  the 
priority  or  benefit  claim  will  be  reflected  on  the  front  page  of 
the  patent  application  publication.  The  application  content  is 
currently  extracted  for  publication  approximately  nine  weeks 
before  the  projected  publication  date.  The  time  period  in  § 
1.55(a)(1),  §  1.78(a)(2)(ii),  and  §  1.78(a)(5)(ii)  for  submitting 
a  priority  or  continuity  claim  is  four  months  from  the  actual 
fifing  date  of  the  apphcation  or  sixteen  months  from  the  filing 
date  of  the  prior-filed  application,  which  does  not  appear  to 
expire  until  after  the  time  at  which  application  content  is 
extracted  for  publication.  As  a  practical  matter,  however,  this 
time  period  will  expire  before  the  time  at  which  application 
content  is  extracted  for  publication  (and,  as  such,  any  timely 
priority  or  continuity  claim  should  be  entered  into  the  Office's 
PALM  system  before  the  time  at  which  application  content  is 
extracted  for  pubhcation)  because  the  failure  to  state  a  priority 
or  continuity  claim  before  a  publication  date  is  originally 
calculated  will  result  in  projected  publication  date  that  is  later 
than  the  projected  publication  date  would  have  been  if  such 
priority  or  continuity  claim  were  taken  into  account. 

If  an  untimely  claim  under  §  1.78  to  the  benefit  of  a 
prior-filed  application  is  accepted  under  §  1.78(a)(3)  or  § 
1.78(a)(6)  after  the  application  content  has  been  extracted  for 
publication  purposes,  the  Office  plans  to  correct  its  electronic 
records  relating  to  the  patent  application  publication  such  that 
the  claim  under  §  1.78  will  be  reflected  on  the  Office's 
electronic  records  of  the  patent  application  publication  (the 
eighteen-month  publication  process  does  not  involve  the  cre- 
ation of  paper-based  records). 

Finally,  while  priority  and  continuity  claims  will  be  reflected 
on  the  front  page  of  the  patent  application  publication,  conti- 
nuity claims  under  §  1.78  will  not  additionally  be  stated  on  the 
first  line  of  the  specification  unless  the  claim  is  included  in  the 
first  line  of  the  specification  as  originally  filed  or  as  filed  in  a 
copy  of  the  application  submitted  by  the  Office  electronic  filing 
system  under  §  1.215(c).  Specifically,  claims  under  §  1.78  will 
not  additionally  be  stated  on  the  first  line  of  the  specification  if 
the  claim  is  included  in  a  preliminary  amendment  to  the 
specification  (see  §  1.215(c)  (the  patent  application  pubhcation 
will  not  include  any  amendments,  including  preliminary 
amendments,  unless  apphcant  supplies  a  copy  of  the  applica- 
tion containing  the  amendment  pursuant  to  §  1.215(c)))  or  in 
an  application  data  sheet  (cf.  Changes  to  Implement  the  Patent 
Business  Goals,  65  FR  78958,  78959  (Dec.  18,  2000),  1242 
Off.  Gaz.  Pat.  Office  65  (Jan.  9,  2001)  (final  rule  and  correc- 
tion) ("If  continuity  data  is  included  in  an  application  data 
sheet,  but  not  in  the  first  sentence  of  the  specification,  the 
continuity  data  to  be  set  forth  in  the  application  data  sheet  will 
not  be  printed  in  the  first  fine  of  the  specification  in  the 
patent")). 

Comment  6:  One  comment  questioned  whether  there  is  any 
mechanism  for  correcting  the  absence  of  a  priority  claim  in  an 
international  apphcation  if  an  applicant  files  the  international 
application  designating  the  United  States  of  America,  but 
subsequently  files  a  continuation  application  that  claims  the 
benefit  of  the  international  application  and  the  international 
application  never  enters  the  national  stage  under  35  U.S.C. 
371. 

Response:  The  requirement  that  a  claim  to  the  benefit  of  a 
prior-filed  provisional  application,  a  prior-filed  nonprovisional 
application,  or  a  prior-filed  international  application  designat- 
ing the  United  States  be  submitted  within  the  later  of  four 
months  from  the  date  on  which  the  national  stage  commenced 
under  35  U.S.C.  371(b)  or  (f)  in  the  later-filed  international 
application  or  sixteen  months  from  the  filing  date  of  the 
prior-filed  application  does  not  apply  to  an  international 
application  that  never  entered  the  national  stage  under  35 
U.S.C.  371.  Therefore,  to  amend  the  later-filed  international 
application  to  add  a  claim  to  the  benefit  of  a  prior-filed 
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provisional  application,  a  prior-filed  nonprovisional  applica- 
tion, or  a  prior-filed  international  application  designating  the 
United  States,  the  applicant  need  only  file  a  petition  under  § 
1.182  to  amend  an  abandoned  application  (the  later-filed 
international  application)  with  the  claim  to  the  benefit  of  a 
prior-filed  application  (regardless  of  whether  the  later-filed 
international  application  was  filed  in  the  United  States  Receiv- 
ing Office). 

Comment  7:  Several  comments  supported  the  proposed 
change  by  which  the  Office  would  issue  a  notice  in  a 
nonprovisional  application  claiming  the  benefit  of  a  non- 
English  language  provisional  application  that  sets  a  time 
period  within  which  the  English  translation  must  be  filed,  but 
noted  that  if  the  Office  fails  to  issue  such  a  notice  and  the 
applicant  does  not  provide  such  a  translation  before  publica- 
tion, the  burden  will  fall  on  applicants  against  whom  the 
resulting  patent  application  publication  is  cited  as  a  reference 
to  obtain  a  translation  of  the  provisional  application. 

Response:  The  Office  plans  to  check  during  the  preexami- 
nation  processing  of  a  nonprovisional  application  to  determine 
whether  the  nonprovisional  application  claims  the  benefit  of  a 
provisional  application  that  was  filed  in  a  language  other  than 
English  and,  if  so,  whether  an  English-language  translation  of 
the  provisional  application  was  filed  in  the  provisional  appli- 
cation. If  the  nonprovisional  application  claims  the  benefit  of  a 
provisional  application  that  was  filed  in  a  language  other  than 
English  and  no  English-language  translation  of  the  provisional 
application  was  filed  in  the  provisional  application,  the  Office 
will  issue  a  notice  requiring  the  applicant  to  timely  file  an 
English-language  translation  and  a  statement  that  the  transla- 
tion is  accurate.  If  the  Office  schedules  an  application  that 
claims  the  benefit  of  a  provisional  application  filed  in  a 
language  other  than  English  for  publication  without  issuing  a 
notice  requiring  the  applicant  to  file  an  English-language 
translation  of  the  non-  English-language  provisional  applica- 
tion, the  applicant  should  file  the  English-language  translation 
of  the  non-English-language  provisional  application  and  a 
statement  that  the  translation  is  accurate  before  the  scheduled 
publication  date. 

The  situation  in  which  a  patent  application  publication 
results  from  a  nonprovisional  application  that  claims  the 
benefit  of  a  provisional  application  that  was  filed  in  a  language 
other  than  English,  and  no  English-language  translation  of  the 
provisional  application  was  filed  in  either  the  provisional 
application  or  the  nonprovisional  application,  will  not  occur 
unless:  (1)  The  Office  fails  to  issue  a  notice  during  the 
preexamination  processing  of  the  nonprovisional  application 
requiring  the  applicant  to  timely  file  an  English-language 
translation  of  the  provisional  application;  and  (2)  the  applicant 
fails  to  provide  the  English-language  translation  of  the  non- 
Enghsh-language  provisional  application  before  the  publica- 
tion date  of  the  patent  application  publication.  Once  this 
situation  comes  to  the  Office's  attention,  §  1.78(a)(5)(iv)  as 
now  amended  provides  that  the  Office  may  issue  a  notice 
requiring  the  applicant  (in  the  nonprovisional  application  that 
resulted  in  the  patent  application  publication)  to  provide  an 
English-language  translation  of  the  non-English-language  pro- 
visional application  and  a  statement  that  the  translation  is 
accurate  (the  Office  may  also  simply  obtain  its  own  English- 
language  translation  of  the  non-English-language  provisional 
application  if  that  appears  to  be  the  most  convenient  course  of 
action).  Failure  to  timely  provide  an  English-language  trans- 
lation of  the  non-English-language  provisional  application  and 
a  statement  that  the  translation  is  accurate  in  reply  to  such  a 
notice  will  result  in  abandonment  in  a  pending  nonprovisional 
application,  and  may  jeopardize  the  claim  to  the  benefit  of  the 
provisional  application  in  any  situation  (since  the  requirements 
of  §  1.78(a)(5)  have  not  been  complied  with). 

Comment  8:  One  comment  questioned  whether  a  nonpro- 
visional application  which  entered  the  national  stage  from  an 
international  appHcation  after  compliance  with  35  U.S.C.  371 
must  include  a  reference  under  §  1.78  to  the  underlying 
international  application. 

Response:  A  reference  under  §  1.78  to  the  underlying 
international  application  is  neither  necessary  nor  appropriate  in 
a  nonprovisional  application  which  entered  the  national  stage 
from  an  international  application  after  compHance  with  35 
U.S.C.  371.  See  Manual  of  Patent  Examining  Procedure  § 
1893.03(c)  (8th  ed.  2001)  (a  national  stage  application  filed 
under  35  U.S.C.  371  may  not  claim  benefit  of  the  filing  date  of 
the  international  application  of  which  it  is  the  national  stage 
since  its  filing  date  is  the  date  of  filing  of  that  international 
application). 


Comment  9:  One  comment  suggested  that  the  surcharge  for 
the  unintentionally  delayed  submission  of  a  priority  claim  was 
excessive. 

Response:  As  indicated  in  the  final  rule  to  implement 
eighteen-month  publication,  this  surcharge  amount  must  be 
sufficient  to  provide  an  incentive  for  applicant  to  exercise  care 
to  ensure  that  any  desired  claim  under  35  U.S.C.  119, 120,  121, 
or  365(a)  or  (c)  is  timely  presented.  As  such,  the  surcharge 
amount  tracks  the  fee  amount  for  a  petition  to  revive  an 
unintentionally  abandoned  application  (35  U.S.C.  41(a)(7)). 
See  Changes  to  Implement  Eighteen-Month  Publication  of 
Patent  Applications,  65  FR  at  57040,  1239  Off.  Gaz.  Pat.  Office 
at  77  (comment  8  and  response). 

Comment  10:  One  comment  noted  that  a  nonprovisional 
application  which  entered  the  national  stage  from  an  interna- 
tional application  after  compliance  with  35  U.S.C.  371  has 
already  been  published  as  an  international  application. 

Response:  As  indicated  in  the  final  rule  to  implement 
eighteen-  month  publication,  the  International  Bureau  publica- 
tion of  an  international  application  will  not  be  included  in  the 
Office's  patent  application  publication  search  database.  The 
Office  must  (re)publish  international  applications  that  entered 
the  national  stage  to  place  these  applications  into  its  patent 
application  publication  search  database.  The  benefit  gained  by 
ensuring  that  these  prior  art  documents  will  be  included  in  the 
Office's  patent  application  publication  search  database  out- 
weighs the  cost  of  (re)publishing  these  applications.  See 
Changes  to  Implement  Eighteen-Month  Publication  of  Patent 
Applications,  65  FR  at  57045,  1239  Off.  Gaz.  Pat.  Office  at  82 
(comment  47  and  response). 

Classification 

Administrative  Procedure  Act 

The  changes  in  this  final  rule  concern  only  the  procedures 
for  filing  claims  for  the  benefit  of  a  prior-filed  application 
under  35  U.S.C.  119(e)  or  120,  the  procedures  for  fifing  an 
English  language  translation  of  a  non-English  language  provi- 
sional application,  and  technical  corrections  to  the  provisions 
of  §§  1.78,  1.311,  and  1.434.  Because  all  of  the  changes  relate 
to  Office  practices  and  procedures,  prior  notice  and  an  oppor- 
tunity for  public  comment  was  not  required  pursuant  to  5 
U.S.C.  553(b)(A)  (or  any  other  law),  and  thirty-day  advance 
publication  is  not  required  pursuant  to  5  U.S.C.  553(d)  (or  any 
other  law).  However,  because  the  Office  desired  the  benefit  of 
public  comment  on  this  topic,  the  Office  voluntarily  accepted 
comments  pursuant  to  a  pubUshed  notice  proposing  the  above- 
mentioned  changes. 

Regulatory  Flexibility  Act 

As  prior  notice  and  an  opportunity  for  public  comment  are 
not  required  pursuant  to  5  U.S.C.  553  (or  any  other  law),  the 
analytical  requirements  of  the  Regulatory  Flexibility  Act  (5 
U.S.C.  601  et  seq.)  are  inappficable.  As  such,  the  regulatory 
flexibility  analysis  is  not  required,  and  none  has  been  provided. 
See  5  U.S.C.  603. 

Executive  Order  13132 

This  rulemaking  does  not  contain  policies  with  federalism 
implications  sufficient  to  warrant  preparation  of  a  Federalism 
Assessment  under  Executive  Order  13132  (Aug.  4,  1999). 

Executive  Order  12866 

This  rulemaking  has  been  determined  to  be  not  significant 
for  purposes  of  Executive  Order  12866  (Sept.  30,  1993). 

Paperwork  Reduction  Act 

This  final  rule  involves  information  collection  requirements 
that  are  subject  to  review  by  the  Office  of  Management  and 
Budget  (OMB)  under  the  Paperwork  Reduction  Act  of  1995 
(44  U.S.C.  3501  et  seq.).  The  collections  of  information 
involved  in  this  final  rule  have  been  reviewed  and  previously 
approved  by  OMB  under  the  following  control  numbers: 
0651-0021,  0651-0031,  0651-0032,  and  0651-0033. 

The  title,  description  and  respondent  description  of  each  of 
the  information  collections  are  shown  below  with  an  estimate 
of  each  of  the  annual  reporting  burdens.  Included  in  each 
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estimate  is  the  time  for  reviewing  instructions,  gathering  and 
maintaining  the  data  needed,  and  completing  and  reviewing  the 
collection  of  information. 

OMB  Number:  0651-0021. 

Title:  Patent  Cooperation  Treaty. 

Form         Numbers:  PCT/RO/101,ANNEX/134/144, 

PTO-1382,  PCT/IPEA/401,  PCT/IB/328. 

Type  of  Review:  Regular  submission  (approved  through 
December  of  2003). 

AflFected  Public:  Individuals  or  Households,  Business  or 
Other  For-Profit  Institutions,  Federal  Agencies  or  Employees, 
Not-for-Profit  Institutions,  Small  Businesses  or  Organizations. 

Estimated  Number  of  Respondents:  331,288. 

Estimated  Time  Per  Response:  Between  15  minutes  and  4 
hours. 

stimated  Total  Annual  Burden  Hours:  401,083. 

Needs  and  Uses:  The  information  collected  is  required  by 
the  Patent  Cooperation  Treaty  (PCT).  The  general  purpose  of 
the  PCT  is  to  simplify  the  filing  of  patent  applications  on  the 
same  invention  in  different  countries.  It  provides  for  a  central- 
ized filing  procedure  and  a  standardized  application  format. 

OMB  Number:  0651-0031. 

Title:  Patent  Processing  (Updating). 

Form  Numbers:  PTO/SB/08/2 1-27/30-32/35-37/42/43/^1/ 
62/63/64/67/68/  91/92/  96/97/PTO-2053/PTO-2055. 

Type  of  Review:  Regular  submission  (approved  through 
October  of  2002). 

Affected  Public:  Individuals  or  Households,  Business  or 
Other  For-Profit  Institutions,  Not-for-Profit  Institutions  and 
Federal  Government. 

Estimated  Number  of  Respondents:  2,247,389. 

Estimated  Time  Per  Response:  0.45  hours. 

Estimated  Total  Annual  Burden  Hours:  1,021,941  hours. 

Needs  and  Uses:  During  the  processing  of  an  appUcation 
for  a  patent,  the  applicant/agent  may  be  required  or  desire  to 
submit  additional  information  to  the  United  States  Patent  and 
Trademark  Office  concerning  the  examination  of  a  specific 
application.  The  specific  information  required  or  which  may  be 
submitted  includes:  Information  Disclosure  Statements;  Termi- 
nal Disclaimers;  Petitions  to  Revive;  Express  Abandonments; 
Appeal  Notices;  Petitions  for  Access;  Powers  to  Inspect; 
Certificates  of  Mailing  or  Transmission;  Statements  under  § 
3.73(b);  Amendments;  Petitions  and  their  Transmittal  Letters; 
and  Deposit  Account  Order  Forms. 

OMB  Number:  0651-0032. 

Title:  Initial  Patent  Application. 

Form  Number:  PTO/SB/01-07/13PCT/17-19/29/101-110. 

Type  of  Review:  Regular  submission  (approved  through 
October  of  2002). 

Affected  Public:  Individuals  or  Households,  Business  or 
Other  For-Profit  Institutions,  Not-for-Profit  Institutions  and 
Federal  Government. 

Estimated  Number  of  Respondents:  319,350. 

Estimated  Time  Per  Response:  9.35  hours. 

Estimated  Total  Annual  Burden  Hours:  2,984,360  hours. 

Needs  and  Uses:  The  purpose  of  this  information  collection 
is  to  permit  the  Office  to  determine  whether  an  application 
meets  the  criteria  set  forth  in  the  patent  statute  and  regulations. 
The  standard  Fee  Transmittal  form.  New  Utility  Patent  Appli- 
cation Transmittal  form.  New  Design  Patent  Application 
Transmittal  form,  New  Plant  Patent  Application  Transmittal 
form.  Declaration,  and  Plant  Patent  Application  Declaration 
will  assist  applicants  in  complying  with  the  requirements  of  the 
patent  statute  and  regulations,  and  will  further  assist  the  Office 
in  the  processing  and  examination  of  the  application. 

OMB  Number:  0651-0033. 

Title:  Post  Allowance  and  Refiling. 

Form  Numbers:  PTO/SB/1 3/14/44/50-57;  PTOL-85b. 

Type  of  Review:  Regular  submission  (approved  through 
September  of  2000). 

AflFected  Public:  Individuals  or  Households,  Business  or 
Other  For-Profit  Institutions,  Not-for-Profit  Institutions  and 
Federal  Government. 

Estimated  Number  of  Respondents:  135,250. 

Estimated  Time  Per  Response:  0.325  hour. 

Estimated  Total  Annual  Burden  Hours:  43,893  hours. 

Needs  and  Uses:  This  collection  of  information  is  required 
to  administer  the  patent  laws  pursuant  to  title  35,  U.S.C., 
concerning  the  issuance  of  patents  and  related  actions  includ- 
ing correcting  errors  in  printed  patents,  refiling  of  patent 


applications,  requesting  reexamination  of  a  patent,  and  re- 
questing a  reissue  patent  to  correct  an  error  in  a  patent.  The 
affected  public  includes  any  individual  or  institution  whose 
application  for  a  patent  has  been  allowed  or  who  takes  action 
as  covered  by  the  appUcable  rules.  Notwithstanding  any  other 
provision  of  law,  no  person  is  required  to  respond  to  nor  shall 
a  person  be  subject  to  a  penalty  for  failure  to  comply  with  a 
collection  of  information  subject  to  the  requirements  of  the 
Paperwork  Reduction  Act  unless  that  collection  of  information 
displays  a  currently  valid  OMB  control  number. 

List  of  Subjects  in  37  CFR  Part  1 

Administrative  practice  and  procedure.  Courts,  Freedom  of 
Information,  Inventions  and  patents.  Reporting  and  record 
keeping  requirements.  Small  Businesses. 

For  the  reasons  set  forth  in  the  preamble,  37  CFR  part  1  is 
amended  as  follows: 

PART  1— RULES  OF  PRACTICE  IN  PATENT  CASES 

1.  The  authority  citation  for  37  CFR  Part  1  continues  to  read 
as  follows: 

Authority:  35  U.S.C.  2(b)(2). 

2.  Section  1.14  is  amended  by  revising  paragraph  (i)(2)  to 
read  as  follows: 

§  1.14  Patent  applications  preserved  in  confidence. 


(2)  A  copy  of  an  English  language  translation  of  an 
international  application  which  has  been  filed  in  the  United 
States  Patent  and  Trademark  Office  pursuant  to  35  U.S.C. 
154(d)(4)  will  be  furnished  upon  written  request  including  a 
showing  that  the  publication  of  the  application  in  accordance 
with  PCT  Article  21(2)  has  occurred  and  that  the  U.S.  was 
designated,  and  upon  payment  of  the  appropriate  fee  (§ 
1.19(b)(2)  or  §  1.19(b)(3)). 

3.  Section  1.55  is  amended  by  revising  paragraphs  (a)(l)(i) 
and  (c)  to  read  as  follows: 

§  1.55  Claim  for  foreign  priority. 

(l)(i)  In  an  original  application  filed  under  35  U.S.C.  111(a), 
the  claim  for  priority  must  be  presented  during  the  pendency  of 
the  application,  and  within  the  later  of  four  months  from  the 
actual  filing  date  of  the  application  or  sixteen  months  from  the 
filing  date  of  the  prior  foreign  application.  This  time  period  is 
not  extendable.  The  claim  must  identify  the  foreign  application 
for  which  priority  is  claimed,  as  well  as  any  foreign  application 
for  the  same  subject  matter  and  having  a  filing  date  before  that 
of  the  application  for  which  priority  is  claimed,  by  specifying 
the  application  number,  country  (or  intellectual  property  au- 
thority), day,  month,  and  year  of  its  fifing.  The  time  periods  in 
this  paragraph  do  not  apply  in  an  application  under  35  U.S.C. 
111(a)  if  the  application  is: 

(A)  A  design  appUcation;  or 

(B)  An  application  filed  before  November  29,  2000. 

(c)  Unless  such  claim  is  accepted  in  accordance  with  the 
provisions  of  this  paragraph,  any  claim  for  priority  under  35 
U.S.C.  119(a)-(d)  or  365(a)  not  presented  within  the  time 
period  provided  by  paragraph  (a)  of  this  section  is  considered 
to  have  been  waived.  If  a  claim  for  priority  under  35  U.S.C. 
119(a)-(d)  or  365(a)  is  presented  after  the  time  period  provided 
by  paragraph  (a)  of  this  section,  the  claim  may  be  accepted  if 
the  claim  identifying  the  prior  foreign  application  by  specify- 
ing its  application  number,  country  (or  intellectual  property 
authority),  and  the  day,  month,  and  year  of  its  filing  was 
unintentionally  delayed.  A  petition  to  accept  a  delayed  claim 
for  priority  under  35  U.S.C.  119(a)-(d)  or  365(a)  must  be 
accompanied  by: 
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(1)  The  claim  under  35  U.S.C.  119(a)-(d)  or  365(a)  and  this 
section  to  the  prior  foreign  apphcation,  unless  previously 
submitted; 

(2)  The  surcharge  set  forth  in  §  1.17(t);  and 

(3)  A  statement  that  the  entire  delay  between  the  date  the 
claim  was  due  under  paragraph  (a)(1)  of  this  section  and  the 
date  the  claim  was  filed  was  unintentional.  The  Commissioner 
may  require  additional  information  where  there  is  a  question 
whether  the  delay  was  unintentional. 

4.  Section  1.78  is  amended  by  revising  paragraph  (a)  to  read 
as  follows: 

§   1.78   Claiming  benefit  of  earlier  filing   date   and  cross 
references  to  other  applications. 

(a)(1)  A  nonprovisional  application  or  international  applica- 
tion designating  the  United  States  of  America  may  claim  an 
invention  disclosed  in  one  or  more  prior-filed  copending 
nonprovisional  applications  or  international  applications  des- 
ignating the  United  States  of  America.  In  order  for  an  appli- 
cation to  claim  the  benefit  of  a  prior-filed  copending  nonpro- 
visional apphcation  or  international  apphcation  designating  the 
United  States  of  America,  each  prior-filed  application  must 
name  as  an  inventor  at  least  one  inventor  named  in  the 
later-filed  application  and  disclose  the  named  inventor's  inven- 
tion claimed  in  at  least  one  claim  of  the  later-filed  application 
in  the  manner  provided  by  the  first  paragraph  of  35  U.S.C.  112. 
In  addition,  each  prior-filed  application  must  be: 

(i)  An  international  apphcation  entitled  to  a  filing  date  in 
accordance  with  PCT  Article  11  and  designating  the  United 
States  of  America;  or 

(ii)  Complete  as  set  forth  in  §  1.51(b);  or 

(iii)  Entitled  to  a  fifing  date  as  set  forth  in  §  1.53(b)  or  § 
1.53(d)  and  include  the  basic  filing  fee  set  forth  in  §  1.16;  or 

(iv)  Entitled  to  a  filing  date  as  set  forth  in  §  1.53(b)  and  have 
paid  therein  the  processing  and  retention  fee  set  forth  in  § 
1.21(1)  within  the  time  period  set  forth  in  §  1.53(f). 

(2)(i)  Except  for  a  continued  prosecution  application  filed 
under  §  1.53(d),  any  nonprovisional  application  or  interna- 
tional application  designating  the  United  States  of  America 
claiming  the  benefit  of  one  or  more  prior-filed  copending 
nonprovisional  apphcations  or  international  applications  des- 
ignating the  United  States  of  America  must  contain  or  be 
amended  to  contain  a  reference  to  each  such  prior-filed 
application,  identifying  it  by  apphcation  number  (consisting  of 
the  series  code  and  serial  number)  or  international  application 
number  and  international  fihng  date  and  indicating  the  rela- 
tionship of  the  applications.  Cross  references  to  other  related 
applications  may  be  made  when  appropriate  (see  §  1.14). 

(ii)  This  reference  must  be  submitted  during  the  pendency  of 
the  later-filed  apphcation.  If  the  later-filed  application  is  an 
application  filed  under  35  U.S.C.  111(a),  this  reference  must 
also  be  submitted  within  the  later  of  four  months  from  the 
actual  fihng  date  of  the  later-filed  application  or  sixteen  months 
from  the  filing  date  of  the  prior-filed  application.  If  the 
later-filed  application  is  a  nonprovisional  application  which 
entered  the  national  stage  from  an  international  application 
after  compliance  with  35  U.S.C.  371,  this  reference  must  also 
be  submitted  within  the  later  of  four  months  from  the  date  on 
which  the  national  stage  commenced  under  35  U.S.C.  371(b) 
or  (f)  in  the  later-filed  international  application  or  sixteen 
months  from  the  filing  date  of  the  prior-filed  application.  These 
time  periods  are  not  extendable.  Except  as  provided  in  para- 
graph (a)(3)  of  this  section,  the  failure  to  timely  submit  the 
reference  required  by  35  U.S.C.  120  and  paragraph  (a)(2)(i)  of 
this  section  is  considered  a  waiver  of  any  benefit  under  35 
U.S.C.  120,  121,  or  365(c)  to  such  prior-filed  application.  The 
time  periods  in  this  paragraph  do  not  apply  if  the  later-filed 
application  is: 

(A)  An  apphcation  for  a  design  patent; 

(B)  An  application  filed  under  35  U.S.C.  111(a)  before 
November  29,  2000;  or 

(C)  A  nonprovisional  application  which  entered  the  national 
stage  after  compliance  with  35  U.S.C.  371  from  an  interna- 
tional apphcation  filed  under  35  U.S.C.  363  before  November 
29,  2000. 

(iii)  If  the  later-filed  application  is  a  nonprovisional  appli- 
cation, the  reference  required  by  this  paragraph  must  be 
included  in  an  application  data  sheet  (§  1.76),  or  the  specifi- 
cation must  contain  or  be  amended  to  contain  such  reference  in 
the  first  sentence  following  the  title. 

(iv)  The  request  for  a  continued  prosecution  application 
under  §  1.53(d)  is  the  specific  reference  required  by  35  U.S.C. 
120  to  the  prior-filed  apphcation.  The  identification  of  an 


application  by  application  number  under  this  section  is  the 
identification  of  every  application  assigned  that  application 
number  necessary  for  a  specific  reference  required  by  35 
U.S.C.  120  to  every  such  application  assigned  that  application 
number. 

(3)  If  the  reference  required  by  35  U.S.C.  120  and  paragraph 
(a)(2)  of  this  section  is  presented  in  a  nonprovisional  applica- 
tion after  the  time  period  provided  by  paragraph  (a)(2)(ii)  of 
this  section,  the  claim  under  35  U.S.C.  120,  121,  or  365(c)  for 
the  benefit  of  a  prior-filed  copending  nonprovisional  applica- 
tion or  international  application  designating  the  United  States 
of  America  may  be  accepted  if  the  reference  identifying  the 
prior-filed  application  by  application  number  or  international 
application  number  and  international  filing  date  was  uninten- 
tionally delayed.  A  petition  to  accept  an  unintentionally  de- 
layed claim  under  35  U.S.C.  120,  121,  or  365(c)  for  the  benefit 
of  a  prior-filed  application  must  be  accompanied  by: 

(i)  The  reference  required  by  35  U.S.C.  120  and  paragraph 
(a)(2)  of  this  section  to  the  prior-filed  application,  unless 
previously  submitted; 

(ii)  The  surcharge  set  forth  in  §  1.17(t);  and 
(iii)  A  statement  that  the  entire  delay  between  the  date  the 
claim  was  due  under  paragraph  (a)(2)(ii)  of  this  section  and  the 
date  the  claim  was  filed  was  unintentional.  The  Commissioner 
may  require  additional  information  where  there  is  a  question 
whether  the  delay  was  unintentional. 

(4)  A  nonprovisional  application,  other  than  for  a  design 
patent,  or  an  international  application  designating  the  United 
States  of  America  may  claim  an  invention  disclosed  in  one  or 
more  prior-filed  provisional  applications.  In  order  for  an 
application  to  claim  the  benefit  of  one  or  more  prior-filed 
provisional  applications,  each  prior-filed  provisional  applica- 
tion must  name  as  an  inventor  at  least  one  inventor  named  in 
the  later-filed  application  and  disclose  the  named  inventor's 
invention  claimed  in  at  least  one  claim  of  the  later-filed 
application  in  the  manner  provided  by  the  first  paragraph  of  35 
U.S.C.  112.  In  addition,  each  prior-filed  provisional  application 
must  be  entitled  to  a  filing  date  as  set  forth  in  §  1 .53(c),  and  the 
basic  filing  fee  set  forth  in  §  1.1 6(k)  must  be  paid  within  the 
time  period  set  forth  in  §  1.53(g). 

(5)(i)  Any  nonprovisional  application  or  international  appli- 
cation designating  the  United  States  of  America  claiming  the 
benefit  of  one  or  more  prior-filed  provisional  apphcations  must 
contain  or  be  amended  to  contain  a  reference  to  each  such 
prior-filed  provisional  application,  identifying  it  by  the  provi- 
sional application  number  (consisting  of  series  code  and  serial 
number). 

(ii)  This  reference  must  be  submitted  during  the  pendency  of 
the  later-filed  application.  If  the  later-filed  application  is  an 
application  filed  under  35  U.S.C.  111(a),  this  reference  must 
also  be  submitted  within  the  later  of  four  months  from  the 
actual  fihng  date  of  the  later-filed  application  or  sixteen  months 
from  the  filing  date  of  the  prior-filed  provisional  application.  If 
the  later-filed  application  is  a  nonprovisional  application  which 
entered  the  national  stage  from  an  international  application 
after  comphance  with  35  U.S.C.  371,  this  reference  must  also 
be  submitted  within  the  later  of  four  months  from  the  date  on 
which  the  national  stage  commenced  under  35  U.S.C.  371(b) 
or  (f)  in  the  later-filed  international  application  or  sixteen 
months  from  the  filing  date  of  the  prior-filed  provisional 
application.  These  time  periods  are  not  extendable.  Except  as 
provided  in  paragraph  (a)(6)  of  this  section,  the  failure  to 
timely  submit  the  reference  is  considered  a  waiver  of  any 
benefit  under  35  U.S.C.  119(e)  to  such  prior-filed  provisional 
application.  The  time  periods  in  this  paragraph  do  not  apply  if 
the  later-filed  application  is: 

(A)  An  application  filed  under  35  U.S.C.  111(a)  before 
November  29,  2000;  or 

(B)  A  nonprovisional  application  which  entered  the  national 
stage  after  compliance  with  35  U.S.C.  371  from  an  interna- 
tional application  filed  under  35  U.S.C.  363  before  November 
29,  2000. 

(iii)  If  the  later-filed  apphcation  is  a  nonprovisional  appli- 
cation, the  reference  required  by  this  paragraph  must  be 
included  in  an  application  data  sheet  (§  1.76),  or  the  specifi- 
cation must  contain  or  be  amended  to  contain  such  reference  in 
the  first  sentence  following  the  title. 

(iv)  If  the  prior-filed  provisional  application  was  filed  in  a 
language  other  than  English  and  an  English-language  transla- 
tion of  the  prior-filed  provisional  application  and  a  statement 
that  the  translation  is  accurate  were  not  previously  filed  in  the 
prior-filed  provisional  application  or  the  later-filed  nonprovi- 
sional apphcation,  apphcant  will  be  notified  and  given  a  period 
of  time  within  which  to  file  an  English-language  translation  of 
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the  non-English-language  prior-filed  provisional  application 
and  a  statement  that  the  translation  is  accurate.  In  a  pending 
nonprovisional  application,  failure  to  timely  reply  to  such  a 
notice  will  result  in  abandonment  of  the  application. 

(6)  If  the  reference  required  by  35  U.S.C.  119(e)  and 
paragraph  (a)(5)  of  this  section  is  presented  in  a  nonprovisional 
application  after  the  time  period  provided  by  paragraph 
(a)(5)(ii)  of  this  section,  the  claim  under  35  U.S.C.  119(e)  for 
the  benefit  of  a  prior-filed  provisional  application  may  be 
accepted  during  the  pendency  of  the  later-filed  application  if 
the  reference  identifying  the  prior-filed  appUcation  by  provi- 
sional application  number  was  unintentionally  delayed.  A 
petition  to  accept  an  unintentionally  delayed  claim  under  35 
U.S.C.  119(e)  for  the  benefit  of  a  prior-filed  provisional 
application  must  be  accompanied  by: 

(i)  The  reference  required  by  35  U.S.C.  119(e)  and  para- 
graph (a)(5)  of  this  section  to  the  prior-filed  provisional 
application,  unless  previously  submitted; 

(ii)  The  surcharge  set  forth  in  §  1.17(t);  and 

(iii)  A  statement  that  the  entire  delay  between  the  date  the 
claim  was  due  under  paragraph  (a)(5)(ii)  of  this  section  and  the 
date  the  claim  was  filed  was  unintentional.  The  Commissioner 
may  require  additional  information  where  there  is  a  question 
whether  the  delay  was  unintentional. 

5.  Section  1.311  is  amended  by  revising  paragraph  (a)  to 
read  as  follows: 

§  1.311  Notice  of  allowance. 

(a)  If,  on  examination,  it  appears  that  the  applicant  is  entitled 
to  a  patent  under  the  law,  a  notice  of  allowance  will  be  sent  to 
the  applicant  at  the  correspondence  address  indicated  in  §  1.33. 
The  notice  of  allowance  shall  specify  a  sum  constituting  the 
issue  fee  which  must  be  paid  within  three  months  from  the  date 
of  mailing  of  the  notice  of  allowance  to  avoid  abandonment  of 
the  application.  The  sum  specified  in  the  notice  of  allowance 
may  also  include  the  publication  fee,  in  which  case  the  issue 
fee  and  publication  fee  (§  1.211(e))  must  both  be  paid  within 
three  months  from  the  date  of  mailing  of  the  notice  of 
allowance  to  avoid  abandonment  of  the  application.  This 
three-month  period  is  not  extendable. 

6.  Section  1.434  is  amended  by  revising  paragraph  (d)(2)  to 
read  as  follows: 


§  1.434  The  request. 


/^\  *  *  * 

(2)  A  reference  to  any  prior-filed  national  application  or 
international  application  designating  the  United  States  of 
America,  if  the  benefit  of  the  filing  date  for  the  prior-filed 
application  is  to  be  claimed. 


December  19,  2001 


JAMES  E.  ROGAN 

Under  Secretary  of  Commerce  for 

Intellectual  Property  and 

Director  of  the 

United  States  Patent  and 

Trademark  Office 
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publication  even  if  it  is  submitted  outside  the  period  set  forth 
in  37  CFR  §  1.215(c),  provided  that  it  is  submitted  within  one 
month  of  the  mailing  date  of  the  first  Fifing  Receipt  including 
a  confirmation  number  for  the  application. 

37  CFR  §  1.215  provides  that  the  Office  will  use  the  EFS 
copy  of  an  application  submitted  by  applicant  to  create  the 
patent  appfication  publication  if  applicant  supplies  the  EFS 
copy  within  one  month  of  the  actual  filing  date  of  the 
application  or  fourteen  months  of  the  earliest  fifing  date  for 
which  a  benefit  is  sought,  whichever  is  later.  See  37  CFR  § 
1.215(c).  37  CFR  §  1.215  also  provides  that  if  the  Of&ce  has 
not  started  the  publication  process,  the  Ofl&ce  may  use  an 
untimely  filed  EFS  copy  of  an  application  supplied  by  the 
applicant  to  create  the  patent  application  publication.  See  37 
CFR  §  1.215(d). 

The  Ofl&ce  plans  to  issue  a  four-digit  confirmation  number 
for  each  currently  pending  and  newly  filed  application.  This 
confirmation  number,  in  combination  with  the  application 
number,  will  be  used  to  verify  the  accuracy  of  the  application 
number  and  avoid  misidentification  of  an  application  due  to  a 
transposition  error  in  the  application  number.  The  Ofl&ce  will 
assign  a  confirmation  number  to  each  pending  application  and 
notify  the  applicant  of  the  confirmation  number  by  a  separate 
notice  for  each  pending  appfication.  This  process  of  assigiung 
confirmation  numbers  in  pending  applications  will  begin  in 
early  December  and  is  expected  to  be  completed  by  December 
15,  2000.  The  Ofl&ce  will  also  assign  a  confirmation  number  to 
each  new  application  and  notify  the  appUcant  of  the  confirma- 
tion number  on  the  Filing  Receipt.  The  confirmation  number 
will  also  be  available  through  the  Patent  Application  Informa- 
tion Retrieval  (PAIR)  system  (http://pair.uspto.gov).  The  Ofl&ce 
eventually  plans  to  include  the  application's  confirmation 
number  (in  addition  to  the  application  number)  on  all  Ofl&ce 
actions  and  notices  concerning  the  appfication. 

This  confirmation  number  must  be  used  when  submitting  an 
EFS  copy  of  the  appfication  for  publication  to  verify  that  the 
application  number  correctly  identifies  the  application  for 
which  a  copy  is  being  submitted  for  publication.  See  Changes 
to  Implement  Eighteen-Month  Publication  of  Patent  Applica- 
tions. 65  Fed.  Reg,  at  57041,  1239  Off.  Gaz.  Pat.  OflBce  at 
78-79  (response  to  comment  20).  The  Oflfice  also  recommends 
that  applicants  include  the  application's  confirmation  number 
(in  addition  to  the  application  number)  on  all  correspondence 
submitted  to  the  Ofl&ce  concerning  the  application. 

Since  the  Ofl&ce  requires  the  use  of  the  confirmation  number 
when  submitting  an  EFS  copy  of  the  application  for  publica- 
tion, the  Ofl&ce  wiU  use  the  EFS  copy  of  the  application 
submitted  by  applicant,  rather  than  application  papers  as 
recorded  in  the  Ofl&ce 's  Patent  Application  Capture  and  Re- 
view (PACR)  database,  to  create  the  patent  application  pubfi- 
cation,  provided  that  the  applicant  supplies  the  EFS  copy 
within  one  month  of  the  mailing  date  of  the  first  Filing  Receipt 
including  a  confirmation  number  for  the  application. 

Inquiries  regarding  this  notice  should  be  directed  to  the 
Electronic  Business  Center  Customer  Service  Center  at  703- 
305-3028  or  703-308-6845. 


{ 


November  30,  2000 


NICHOLAS  P  GODICI 

Commissioner  for  Patents 
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(126)      Assignment  of  Confirmation  Number  and 
Time  Period  for  Filing  a  Copy  of  an  Application  by 
EFS  for  Eighteen-Month  Publication  Purposes 

The  United  States  Patent  and  Trademark  Oflfice  (Ofl&ce) 
recently  published  a  final  rule  to  implement  the  eighteen- 
month  publication  provisions  of  the  American  Inventors  Pro- 
tection Act  of  1999.  See  Changes  to  Implement  Eighteen- 
Month  Pubfication  of  Patent  Applications.  65  Fed.  Reg.  57023 
(Sept.  20,  2000),  1239  Off.  Gaz.  Pat.  Ofl&ce  63  (Oct.  10,  2000) 
(Notice  of  Final  Rulemaking).  The  purpose  of  this  notice  is  to 
advise  applicants  that  an  electronic  filing  system  (EFS)  copy  of 
an  appfication  will  be  used  in  creating  the  patent  application 


(127)  DEPARTMENT  OF  COMMERCE 

United  States  Patent  and  Trademark  OflBce 
37  CFR  Part  1 
RIN  0651-AB05 

Changes  to  Implement  Eighteen-Month  Publication  of 
Patent  Applications 

AGENCY:  United  States  Patent  and  Trademark  Ofl&ce,  Com- 
merce. 

ACTION:  Final  rule;  correction. 
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U.S.  PATENT  AND  TRADEMARK  OFFICE 
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SUMMARY:  The  United  States  Patent  and  Trademark  Office 
(Office)  published  a  final  rule  in  the  Federal  Register  of 
September  20,  2000.  revising  the  rules  of  practice  in  patent 
cases  to  implement  the  eighteen-month  publication  provisions 
of  the  American  Inventors  Protection  Act  of  1999.  This 
document  corrects  two  errors  in  that  final  rule. 

EFFECTIVE  DATE:  November  29,  2000. 

FOR  FURTHER  INFORMATION  CONTACT:  Concerning 
this  notice:  Robert  W.  Bahr  by  telephone  at  (703)  308-6906,  or 
by  mail  addressed  to:  Box  Comments — Patents,  Assistant 
Commissioner  for  Patents,  Washington,  D.C.  20231,  or  by 
facsimile  to  (703)  872-9411,  marked  to  the  attention  of  Robert 
W.  Bahr. 

SUPPLEMENTARY   INFORMATION:    The   Office   pub 
lished  a  final  rule  in  the  Federal  Register  of  September  20, 
2000  (65  FR  57023),  entitled  "Changes  to  Implement  Eigh- 
teen-Month Pubhcation  of  Patent  Apphcations."  This  docu- 
ment corrects  errors  in  §  1.55  and  §  1.99  as  discussed  below. 

Section  1.55(a)  should  refer  to  "35  U.S.C.  119(a)  through  (d) 
and  (0,  172,  and  365(a)  and  (b)"  rather  than  "35  U.S.C.  119(a) 
through  (d),  172,  and  365(a)"  (references  to  35  U.S.C.  119(f) 
and  365(b)  were  inadvertently  omitted).  Section  1.55(c)  should 
refer  to  "35  U.S.C.  119(a)  through  (d)  and  (f),  and  365(a)" 
rather  than  "35  U.S.C.  119(a)  through  (d)  and  365(a)"  (a 
reference  to  35  U.S.C.  119(f)  was  inadvertently  omitted). 

Section  1.99(f)  should  not  include  its  last  sentence  ("[N]o 
further  submission  on  behalf  of  the  member  of  the  public  will 
be  considered,  unless  such  submission  raises  new  issues  which 
could  not  have  been  earlier  presented."). 

In  rule  FR  Doc.  00-23822,  published  on  September  20,  2000 
(65  FR  57023),  make  the  following  corrections: 

§  1.55  [Corrected] 

1.  On  page  57053,  in  the  third  column,  in  §  1.55,  in  paragraph 
(a)  introductory  text,  in  lines  5  and  6,  correct  "119(a)  through 
(d),  172,  and  365(a)"  to  read  "119(a)  through  (d)  and  (f),  172, 
and  365(a)  and  (b)";  and  on  page  57054,  in  the  first  column,  in 
§  1.55,  in  paragraph  (c)  introductory  text,  in  each  of  hnes  4,  9, 
and  19.  correct  "119(a)-(d)  or  365(a)"  to  read  "119(a)  through 
(d)  and  (f),  or  365(a)". 

§  1.99  [Corrected] 

2.  On  page  57056,  in  the  second  column,  in  §  1.99,  in 
paragraph  (f),  in  lines  14  through  19,  remove  the  sentence  "No 
further  submission  on  behalf  of  the  member  of  the  public  will 
be  considered,  unless  such  submission  raises  new  issues  which 
could  not  have  been  earlier  presented." 


October  30,  2000 


ALBIN  F  DROST 
Acting  General  Counsel 
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(128)  DEPARTMENT  OF  COMMERCE 

United  States  Patent  and  Trademark  Office 

37  CFR  Parts  1  and  5 

RIN  0651-AB05 

Changes  to  Implement  Eighteen-Month  Publication  of 
Patent  Applications 

AGENCY:  United  States  Patent  and  Trademark  Office,  Com- 
merce. 

ACTION:  Final  rule. 

SUMMARY:  The  United  States  Patent  and  Trademark  Office 
(Office)  is  revising  the  rules  of  practice  in  patent  cases  to 
implement  certain  provisions  of  the  American  Inventors  Pro- 
tection Act  of  1999.  These  provisions  of  the  American  Inven- 
tors Protection  Act  of  1999  provide,  with  certain  exceptions, 
for  the  publication  of  pending  patent  apphcations  (other  than 
design  applications)  at  eighteen  months  from  the  earliest 
claimed  priority  date. 


DATES:  EFFECTIVE  DATE:  November  29,  2000. 

APPLICABILITY  DATE:  Sections  1.103(d),  1.211,  1.213, 
1.215,  1.217,  1.219,  and  1.221,  and  the  changes  to  §§  1.14, 
1.55,  1.72,  1.78,  1.85,  1.99,  1.137,  1.138,  and  1.311,  apply  to 
any  patent  application  filed  on  or  after  November  29,  2000, 
and  to  any  patent  application  in  which  applicant  requests 
voluntary  publication. 

FOR  FURTHER  INFORMATION  CONTACT:  Concerning 
this  final  rule:  Robert  W.  Bahr,  Karin  L.  Tyson,  or  Robert  A. 
Clarke  by  telephone  at  (703)  308-6906,  or  by  mail  addressed 
to:  Box  Comments — Patents,  Assistant  Commissioner  for 
Patents,  Washington,  D.C.  20231,  or  by  facsimile  to  (703) 
872-9411,  marked  to  the  attention  of  Robert  W.  Bahr. 

Concerning  the  electronic  filing  system  (EFS):  Jay  Lucas  or 
Michael  Lewis  by  electronic  mail  message  via  the  Internet 
addressed  to  jay.lucas@uspto.gov. 

SUPPLEMENTARY  INFORMATION:  The  American  In 
ventors  Protection  Act  of  1999  (Title  IV  of  the  Intellectual 
Property  and  Communications  Omnibus  Reform  Act  of  1999 
(S.  1948)  as  introduced  in  the  106th  Congress  on  November 
17,  1999)  was  incorporated  and  enacted  into  law  on  November 
29,  1999,  by  §  1000(a)(9),  Division  B,  of  Pub.  L.  106-113, 
113  Stat.  1501  (1999).  The  American  Inventors  Protection  Act 
of  1999  contains  a  number  of  changes  to  title  35,  United  States 
Code.  This  notice  revises  the  rules  of  practice  to  implement  the 
provisions  of  §§  4501  through  4508  (Subtitle  E,  Domestic 
Publication  of  Patent  Applications  Published  Abroad)  of  the 
American  Inventors  Protection  Act  of  1999.  These  provisions 
of  the  American  Inventors  Protection  Act  of  1999  provide  that, 
with  certain  exceptions,  applications  for  patent  shall  be  pub- 
lished promptly  after  the  expiration  of  a  period  of  eighteen 
months  from  the  earliest  fifing  date  for  which  a  benefit  is 
sought  under  title  35,  United  States  Code  ("eighteen-month 
publication"). 

Section  4502  of  the  American  Inventors  Protection  Act  of  1999 
amends  35  U.S.C.  122  (35  U.S.C.  122(b))  to  provide  that 
applications  for  patent  shall  be  published  promptly  after  the 
expiration  of  a  period  of  eighteen  months  from  the  earliest 
filing  date  for  which  a  benefit  is  sought  under  title  35,  United 
States  Code,  and  that  an  application  may  be  published  earlier 
than  the  end  of  such  eighteen-month  period  at  the  request  of 
the  appficant.  Section  4502  of  the  American  Inventors  Protec- 
tion Act  of  1999  (35  U.S.C.  122(b))  also  contains  a  number  of 
exceptions  to  eighteen-month  publication  of  patent  applica- 
tions. 

First:  An  apphcation  shall  not  be  published  if  it  is:  (1)  no 
longer  pending;  (2)  subject  to  a  secrecy  order  under  35  U.S.C. 
181  or  an  apphcation  for  which  publication  or  disclosure 
would  be  detrimental  to  national  security;  (3)  a  provisional 
application  under  35  U.S.C.  111(b);  or  (4)  an  application  for  a 
design  patent  under  35  U.S.C.  chapter  16.  See  35  U.S.C. 
122(b)(2)(A)  and  (d). 

Second:  An  application  shall  not  be  published  if  an  applicant 
makes  a  request  upon  fifing,  certifying  that  the  invention 
disclosed  in  the  application  has  not  and  will  not  be  the  subject 
of  an  application  filed  in  another  country,  or  under  a  multilat- 
eral international  agreement,  that  requires  eighteen-month 
publication.  An  applicant  may  rescind  such  a  request  at  any 
time.  In  addition,  an  applicant  who  has  made  such  a  request  but 
who  subsequently  files  an  application  directed  to  the  invention 
disclosed  in  the  application  filed  in  the  Office  in  a  foreign 
country,  or  under  a  multilateral  international  agreement,  that 
requires  eighteen-month  publication,  must  notify  the  Office  of 
such  filing  within  forty-five  days  after  the  date  of  the  filing  of 
such  foreign  or  international  application.  An  applicant's  failure 
to  timely  provide  such  a  notice  to  the  Office  will  result  in 
abandonment  of  the  application  (subject  to  revival  if  it  is 
shown  that  the  delay  in  submitting  the  notice  was  uninten- 
tional). If  an  applicant  rescinds  such  a  request  or  notifies  the 
Office  that  an  application  was  filed  in  a  foreign  country,  or 
under  a  multilateral  international  agreement,  that  requires 
eighteen-month  publication,  the  apphcation  is  subject  to  eigh- 
teen-month pubhcation.  See  35  U.S.C.  122(b)(2)(B)(i)-(iv). 

Third:  If  an  appUcant  has  filed  aj)plications  in  one  or  more 
foreign  countries,  directly  or  through  a  multilateral  interna- 
tional agreement,  and  such  foreign- filed  applications  or  the 
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description  of  the  invention  in  such  foreign-filed  applications 
is  less  extensive  than  the  application  or  description  of  the 
invention  in  the  application  filed  in  the  Office,  the  applicant 
may  submit  a  redacted  copy  of  the  application  filed  in  the 
Office  eliminating  any  part  or  description  of  the  invention  in 
such  application  that  is  not  also  contained  in  any  of  the 
corresponding  applications  filed  in  a  foreign  country.  If  the 
redacted  copy  of  the  application  is  received  within  sixteen 
months  after  the  earliest  filing  date  for  which  a  benefit  is 
sought  under  title  35,  United  States  Code,  the  Office  may 
publish  only  the  redacted  copy  of  the  application.  See  35 
U.S.C.  122(b)(2)(B)(v). 

Section  4503(a)  of  the  American  Inventors  Protection  Act  of 
1999  amends  35  U.S.C.  119(b)  to  provide  that  no  application 
for  patent  shall  be  entitled  to  a  right  of  priority  under  35  U.S.C. 
119(a)-(d)  unless  a  claim  is  filed  in  the  Office,  identifying  the 
foreign  application  by  specifying  the  application  number  of 
that  foreign  application,  the  intellectual  property  authority  or 
country  in  or  for  which  the  apphcation  was  filed,  and  the  date 
of  filing  the  application,  at  such  time  during  the  pendency  of 
the  application  as  required  by  the  Office.  Section  4503(a)  of  the 
American  Inventors  Protection  Act  of  1999  also  amends  35 
U.S.C.  119(b)  to  provide  that  the  Office  may  consider  the 
failure  of  the  applicant  to  timely  file  a  claim  for  priority  as  a 
waiver  of  any  such  claim,  and  may  establish  procedures, 
including  the  payment  of  a  surcharge,  to  accept  an  uninten- 
tionally delayed  claim  under  35  U.S.C.  119(b)-(d).  Section 
4503(a)  of  the  American  Inventors  Protection  Act  of  1999  also 
amends  35  U.S.C.  119(b)  to  authorize  the  Office  to  determine 
whether  to  require  a  certified  copy  of  the  original  foreign 
application. 

Section  4503(b)(1)  of  the  American  Inventors  Protection  Act 
of  1999  amends  35  U.S.C.  120  to  provide  that  no  apphcation 
shall  be  entitled  to  the  benefit  of  an  earher  filed  application 
under  35  U.S.C.  120  unless  an  amendment  containing  the 
specific  reference  to  the  earlier  filed  application  is  submitted  at 
such  time  during  the  pendency  of  the  application  as  required 
by  the  Office.  Section  4503(b)(1)  of  the  American  Inventors 
Protection  Act  of  1999  also  amends  35  U.S.C.  120  to  provide 
that  the  Office  may  consider  the  failure  to  submit  such  an 
amendment  within  that  time  period  as  a  waiver  of  any  benefit 
under  35  U.S.C.  120,  and  may  establish  procedures,  including 
the  payment  of  a  surcharge,  to  accept  an  unintentionally 
delayed  submission  of  an  amendment  under  35  U.S.C.  120. 

Section  4503(b)(2)  of  the  American  Inventors  Protection  Act 
of  1999  amends  35  U.S.C.  119(e)  to  provide  that  no  applica- 
tion shall  be  entitled  to  the  benefit  of  an  earlier  filed  provi- 
sional application  under  35  U.S.C.  119(e)  unless  an  amend- 
ment containing  the  specific  reference  to  the  earlier  filed 
provisional  application  is  submitted  at  such  time  during  the 
pendency  of  the  application  as  required  by  the  Office.  Section 
4503(b)(2)  of  the  American  Inventors  Protection  Act  of  1999 
also  amends  35  U.S.C.  119(e)  to  provide  that  the  Office  may 
consider  the  failure  to  submit  such  an  amendment  within  that 
time  period  as  a  waiver  of  any  benefit  under  35  U.S.C.  119(e), 
and  the  Office  may  estabUsh  procedures,  including  the  pay- 
ment of  a  surcharge,  to  accept  an  unintentionally  delayed 
submission  of  an  amendment  under  35  U.S.C.  119(e)  during 
the  pendency  of  the  application. 

Case  law  has  indicated  that,  in  certain  instances,  priority 
claims  may  be  perfected  after  issuance.  The  U.S.  Court  of 
Appeals  for  the  District  of  Columbia  has  held  that  the  equitable 
or  remedial  provisions  of  35  U.S.C.  251  authorize  patentees  to 
correct  or  perfect  a  claim  for  priority  under  35  U.S.C.  119  in  an 
issued  patent  by  reissue.  See  Brenner  v.  State  of  Israel,  400 
F.2d  789,  158  USPQ  584  (D.C.  Cir.  1968).  The  U.S.  District 
Court  for  the  District  of  Columbia  applied  this  rationale  to 
permit  a  patentee  to  amend  an  intermediate  abandoned  appli- 
cation in  a  chain  of  applications  for  which  a  benefit  was 
claimed  under  35  U.S.C.  120  to  include  the  specific  reference 
required  by  35  U.S.C.  120. 

See  Sampson  v.  Commissioner.  195  USPQ  136  (D.D.C.  1976). 
In  appropriate  circumstances,  the  Office  has  permitted  paten- 
tees to  perfect  claims  under  35  U.S.C.  119,  120,  or  121  in  an 
issued  patent  by  certificate  of  correction  under  35  U.S.C.  255 
and  §  1.323.  See  In  re  Schuurs.  218  USPQ  443  (Comm'r  Pat. 
1983);  In  re  Lambrech.  202  USPQ  620  (Comm'r  Pat.  1976);  In 
re  Van  Esdonk.  187  USPQ  671  (Comm'r  Pat.  1975). 


The  amendments  to  35  U.S.C.  119  and  120  provide  that  the 
Office  may  consider  the  failure  of  the  applicant  to  file  a  timely 
claim  under  35  U.S.C.  119  or  120  as  a  waiver  of  any  such 
claim.  Sections  1.55  and  1.78  implement  these  amendments  to 
35  U.S.C.  119  and  120  by  specifying  time  periods  during  the 
pendency  of  the  apphcation  within  which  claims  under  35 
U.S.C.  119(a)-(d),  119(e),  and  120  must  be  stated  or  are 
considered  waived.  35  U.S.C.  119(b),  119(e),  and  120  each 
provide  that  the  Office  may  establish  procedures  to  accept  an 
unintentionally  delayed  submission  of  a  claim  under  35  U.S.C. 
119(b),  119(e),  or  120  (respectively);  however,  35  U.S.C. 
119(e)  requires  that  such  unintentionally  delayed  claim 
(amendment)  be  submitted  during  the  pendency  of  the  apph- 
cation. Thus,  a  claim  under  35  U.S.C.  119(a)-(d)  or  120  for  the 
benefit  of  a  prior  application  may  be  added  (or  corrected)  in  an 
issued  patent  by  reissue  or  certificate  of  correction  (assuming 
the  conditions  for  reissue  or  certificate  of  correction  are 
otherwise  met)  by  submitting  such  untimely  claim  under  the 
procedures  estabUshed  in  §  1.55  or  §  1.78  (including 
payment  of  any  apphcable  surcharge).  A  claim  under  35  U.S.C. 
119(e)  for  the  benefit  of  a  prior  provisional  application, 
however,  must  be  added  or  corrected  during  the  pendency  of 
the  application. 

Section  4504  of  the  American  Inventors  Protection  Act  of  1999 
amends  35  U.S.C.  154  to  provide  that,  subject  to  a  number  of 
conditions,  a  patent  includes  the  right  to  obtain  a  reasonable 
royalty  during  the  period  beginning  on  the  date  of  pubUcation 
of  the  application  for  such  patent  under  35  U.S.C.  122(b)  (or 
the  date  of  publication  under  Patent  Cooperation  Treaty  (PCT) 
Article  21(2)  of  an  international  application  designating  the 
United  States)  and  ending  on  the  date  the  patent  is  issued 
("provisional  rights"). 

Section  4505  of  the  American  Inventors  Protection  Act  of  1999 
amends  35  U.S.C.  102(e)  to,  inter  alia,  set  forth  the  conditions 
under  which  an  application  published  under  35  U.S.C.  122(b) 
or  under  PCT  Article  21(2)  is  prior  art  as  of  its  filing  date. 

Section  4506  of  the  American  Inventors  Protection  Act  of  1999 
provides  that  the  Office  shall  recover  the  cost  of  early 
publication  required  by  35  U.S.C.  122(b)  by  charging  a 
separate  publication  fee  after  a  notice  of  allowance  is  given 
under  35  U.S.C.  151. 

Section  4508  of  the  American  Inventors  Protection  Act  of  1999 
provides  that  its  eighteen-  month  pubUcation  provisions  take 
effect  on  November  29,  2000,  and  apply  to  applications  (other 
than  for  a  design  patent)  filed  under  35  U.S.C.  111(a)  on  or 
after  November  29,  2000,  and  to  applications  in  compUance 
with  35  U.S.C.  371  that  resulted  from  international  applica- 
tions filed  under  35  U.S.C.  363  on  or  after  November  29,  2000. 

The  Office  published  a  notice  proposing  changes  to  the  rules  of 
practice  to  implement  the  provisions  of  §§  4501  through 
4508  (Subtitle  E,  Domestic  Publication  of  Patent  AppUcations 
Pubhshed  Abroad)  of  the  American  Inventors  Protection  Act  of 
1999.  See  Changes  to  Implement  Eighteen-Month  PubUcation 
of  Patent  Applications.  Notice  of  Proposed  Rulemaking,  65  FR 
17946  (Apr.  5,  2000),  1233  Off.  Gaz.  Pat.  Office  121  (Apr.  25, 
2000)  (notice  of  proposed  rulemaking).  This  final  rule  adopts 
changes  to  the  rules  of  practice  to  implement  the  provisions  of 
§§  4501  through  4508  of  the  American  Inventors  Protection 
Act  of  1999. 

The  Office's  planning  approach  to  eighteen-month  pubUcation 
includes:  (1)  disseminating  a  publication  document  (patent 
appUcation  publication)  for  each  published  application;  and  (2) 
providing  (under  conditions  set  forth  below)  any  member  of 
the  public  with  access  to  the  file  wrapper  and  contents  of  each 
published  application  (which  may  be  limited  to  a  copy  of  the 
file  wrapper  and  contents  of  the  application). 

Patent  application  publication:  The  patent  appUcation  publica- 
tion wiU  include  a  front  page  containing  information  similar  to 
that  contained  on  the  front  page  of  a  patent,  and  the  drawings 
(if  any)  and  specification  (including  claims)  of  the  pubhshed 
appUcation.  To  create  the  patent  application  publication,  the 
Office  plans  to  use  its  Patent  Application  Capture  and  Review 
(PACR)  system  to  create  an  electronic  database  (PACR  data- 
base) containing:  (1)  the  application  papers  and  drawings 
deposited  on  the  filing  date  of  the  application;  and  (2)  any 
subsequently  filed  application  papers  and  drawings  needed  to 
create  the  patent   appUcation   publication.   The   application 
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information  contained  in  the  Office's  PACR  database  will  be 
used  to  create  the  patent  application  publication,  unless  the 
applicant  provides  a  copy  of  the  application  via  the  Office's 
electronic  filing  system  (EFS)  to  be  used  to  create  the  patent 
application  publication  (discussed  below). 

The  Office  currently  uses  the  PACR  database  as  the  Office's 
record  of  the  application  papers  submitted  on  the  filing  date  of 
the  application  (i.e.,  the  original  disclosure  of  the  invention). 
The  application  papers  submitted  on  the  filing  date  of  the 
application,  however,  may  not  include  the  content  needed  (e.g., 
an  abstract),  and  the  application  papers  or  drawings  may  not  be 
of  sufficient  quality  (e.g.,  papers  not  having  sufficient  contrast 
to  permit  electronic  capture  by  digital  imaging  and  conversion 
to  text  by  optical  character  recognition  or  drawings  not  having 
sufficient  quality)  to  be  used  to  create  a  patent  application 
publication.  Since  the  patent  application  publication  will  be  a 
prior  art  document  (and.  in  most  cases,  the  prior  art  document 
having  the  earliest  effective  date  under  35  U.S.C.  102(a),  (b), 
and  (e)),  the  Office  must  consider  the  usability  of  the  patent 
application  pubUcation  as  a  prior  art  document  when  determin- 
ing what  drawing  quality  is  needed  to  create  the  patent 
application  publication. 

If  the  appUcation  papers  submitted  on  the  filing  date  of  the 
application  do  not  include  the  content  needed,  or  the  applica- 
tion papers  or  drawings  are  not  of  sufficient  quality  to  be  used, 
to  create  a  patent  application  publication,  the  Office  of  Initial 
Patent  Examination  (OIPE)  will  issue  a  notice  requiring  that 
the  applicant  submit  the  needed  application  content,  or  appli- 
cation papers  or  drawings  of  sufficient  quality,  for  use  in 
creating  a  patent  application  publication.  The  applicant's  reply 
to  that  notice  (application  papers  and  drawings  needed  to 
create  the  patent  application  publication)  will  then  be  added  to 
the  PACR  database.  The  Office  must  separate  the  application 
papers  and  drawings  deposited  on  the  filing  date  of  the 
application  and  the  subsequently  filed  application  papers  and 
drawings  in  its  PACR  database  because  the  PACR  database  is 
also  used  to  create  any  requested  certified  copy  of  the 
application  (which  may  only  include  the  application  papers 
and  drawings  deposited  on  the  filing  date  of  the  application). 

Initially,  an  appUcation  filed  under  35  U.S.C.  111(a)  (nonpro- 
visional)  must  be  entitled  to  a  filing  date  (i.e.,  contains  a 
written  description  of  the  invention,  a  drawing  (if  necessary  for 
an  understanding  of  the  invention),  and  at  least  one  claim)  for 
the  application  to  be  in  condition  for  publication.  In  addition, 
if  an  application  filed  under  35  U.S.C.  111(a)  otherwise 
entitled  to  a  filing  date  appears  to  omit  a  portion  of  the 
description  or  a  drawing  figure,  the  omitted  portion  of  the 
description  or  drawing  figure(s)  must  be  supplied,  or  the  period 
for  supplying  such  portion  of  the  description  or  drawing 
figure(s)  must  have  expired,  for  the  application  to  be  in 
condition  for  publication.  The  requirements  for  an  application 
filed  under  35  U.S.C.  111(a)  to  be  entitled  to  a  filing  date  and 
the  treatment  of  an  application  filed  under  35  U.S.C.  111(a) 
that  appears  to  omit  a  portion  of  the  description  or  a  drawing 
figure  is  set  forth  in  sections  601.01(d)  through  601.01(g)  of 
the  Manual  of  Patent  Examining  Procedure  (7th  ed.l998)  (Rev. 
1,  Feb.  2000)  (MPEP). 

In  addition,  an  application  filed  under  35  U.S.C.  111(a)  must 
include  an  executed  oath  or  declaration  (§  1.63),  an  abstract 
(§  1.72(b)),  and  an  English  translation  (if  filed  in  a  language 
other  than  English),  for  the  application  to  have  the  content 
necessary  to  create  the  patent  application  publication.  For 
eighteen-month  publication  purposes,  the  oath  or  declaration 
must  at  a  minimum:  (1)  name  each  inventor  at  least  by  a  family 
and  given  name;  and  (2)  be  signed  by  each  inventor  or  a  party 
qualified  to  sign  under  §§  1.42,  1.43,  or  1.47  in  compUance 
with  §  1.64.  Finally,  an  application  filed  under  35  U.S.C. 
111(a)  will  not  be  published  until  the  basic  filing  fee  (§ 
1.16(a)  or  (g))  is  paid. 

A  PCT  international  application  must  satisfy  the  requirements 
of  35  U.S.C.  371  to  be  subject  to  eighteen-month  publication 
under  35  U.S.C.  122(b)  (and  to  have  the  content  necessary  to 
create  the  patent  appUcation  pubUcation). 

Even  if  an  appUcation  has  the  content  necessary  to  create  the 
patent  appUcation  pubUcation,  the  application  papers  and 
drawings  must  also  be  reviewed  to  determine  whether  they  are 
of  sufficient  quality  to  be  used  in  creating  the  patent  application 
pubUcation.  To  be  of  sufficient  quality  to  create  the  patent 


application  publication,  the  specification  must  be  on  sheets  of 
paper  that:  (1)  are  flexible,  strong,  smooth,  non-shiny,  durable, 
and  white;  (2)  are  either  A4  (21  cm  x  29.7  cm)  or  8-1/2"  x  11" 
with  each  sheet  having  a  left  margin  of  at  least  2.5  cm  (1")  and 
top,  bottom,  and  right  margins  of  at  least  2.0  cm  (3/4");  (3)  are 
written  on  one  side  only  in  portrait  orientation;  (4)  are  plainly 
and  legibly  written  either  by  a  typewriter  or  machine  printer  in 
permanent  dark  ink  or  its  equivalent;  (5)  have  fines  that  are 
either  1-1/2  or  double-spaced;  and  (6)  have  sufficient  clarity 
and  contrast  between  the  paper  and  the  writing  on  the  paper  to 
permit  direct  reproduction  and  electronic  capture  by  digital 
imaging  and  optical  character  recognition.  These  quality  stan- 
dards and  requirements  are  currently  set  forth  in  §  1.52(a)  and 
(b).  In  addition,  the  title  must  meet  the  length  requirement  of 
§  1.72(a);  the  abstract  must  commence  on  a  separate  sheet  and 
meet  the  word-length  requirement  of  §  1.72(b);  the  claims 
must  commence  on  a  separate  sheet;  and  the  sequence  Usting 
(if  applicable)  must  comply  with  §§  1.821  through  1.825. 

As  discussed  above,  the  Office  must  consider  not  only  whether 
drawings  are  of  sufficient  quality  to  create  a  pubUcation  (the 
patent  application  publication),  but  whether  they  are  sufficient 
for  the  publication  to  be  routinely  used  as  a  prior  art  document. 
Thus,  the  drawing  sheets  (if  drawings  are  included)  must 
comply  with  the  following  requirements  of  §  1.84.  Drawings 
must  be  done  in  dark  ink  (not  pencil),  except  where  color 
drawings  or  photographs  are  permitted.  Photographs  (or  pho- 
tomicrographs) are  not  permitted  unless  they  are  reproducible 
and  the  invention  cannot  be  clearly  illustrated  in  an  ink 
drawing.  See  Interim  Waiver  of  37  C.F.R.  $  1.84(b)(n  for 
Petitions  to  Accept  Black  and  White  Photographs  and  Advance 
Notice  of  Change  to  M.PE.P  $  608.02.  Notice,  1213  Off.  Gaz. 
Pat.  Office  108  (Aug.  4,  1998).  Drawing  sheets  must  be 
reasonably  free  from  erasures  and  must  be  free  from  alter- 
ations, overwritings,  interUneations,  folds,  and  copy  marks. 
Drawing  sheets  must  be  either  21.0  cm  by  29.7  cm  (DIN  size 
A4)  or  21.6  cm  by  27.9  cm  (8  1/2  by  11  inches).  Each  drawing 
sheet  must  include  a  top  margin  of  at  least  2.5  cm  (1  inch),  a 
left  side  margin  of  at  least  2.5  cm  (1  inch),  a  right  side  margin 
of  at  least  1 .5  cm  (5/8  inch),  and  a  bottom  margin  of  at  least  1 .0 
cm  (3/8  inch).  Lines,  numbers,  and  letters  must  be  clean,  dark 
(not  of  poor  line  quaUty),  uniformly  thick,  and  weU  defined. 
The  EngUsh  alphabet  must  be  used  for  letters,  except  where 
another  alphabet  is  customarily  used  (such  as  the  Greek 
alphabet  to  indicate  angles,  wavelengths,  and  mathematical 
formulas).  Numbers,  letters,  and  reference  characters  must 
measure  at  least  0.32  cm  (1/8  inch)  in  height.  Lead  lines  are 
required  for  each  reference  character  (except  for  those  which 
indicate  the  surface  or  cross  section  on  which  they  are  placed, 
in  which  case  the  reference  character  must  be  underlined  to 
make  it  clear  that  a  lead  Une  has  not  been  left  out  by  mistake). 
The  drawing  views  must  also  be  numbered  in  consecutive 
Arabic  numerals,  starting  with  1. 

Finally,  the  specification  (including  the  claims)  must  not 
contain  drawings  or  flow  diagrams.  See  §  1.58(a). 

In  September  of  1996,  the  Office  revised  the  standard  and 
format  requirements  for  the  specification  (including  the  ab- 
stract and  claims),  drawings,  and  other  application  papers  set 
forth  in  §  1.52  and  §  1.84  for  the  purpose  of  obtaining  initial 
appUcation  papers  in  condition  for  eighteen-month  publication. 
See  Miscellaneous  Changes  in  Patent  Practice.  Final  Rule 
Notice,  61  FR  42790  (Aug.  19,  1996),  1190  Off.  Gaz.  Pat. 
Office  67  (Sept.  17,  1996).  Applicants  are  advised  that  the 
Office  will:  (1)  begin  enforcement  of  the  provisions  of  § 
1.52(a)  and  (b)  and  §  1.84  during  the  pre-examination 
processing  of  patent  applications;  and  (2)  not  permit 
applicants  to  request  that  objections  under  §  1.52(a)  and 
(b)  and  §  1.84  made  during  the  pre-examination  processing 
of  a  patent  application  be  held  in  abeyance  pending 
allowance  of  the  application. 

As  discussed  below,  if  applicant  timely  provides  the  Office 
with  a  copy  of  the  appUcation  via  the  Office  electronic  filing 
system,  the  Office  will  use  the  electronic  copy  provided  by  the 
applicant  (rather  than  the  PACR  database  records)  to  create  the 
patent  application  publicaUon.  Applicants  may  use  this  proce- 
dure to  obtain  inclusion  of  amendments  submitted  during 
prosecution  in  the  patent  application  publication.  Applicants 
must  use  this  procedure  when  requesting:  (1)  voluntary 
publication  of  an  application;  (2)  republication  of  a  previously 
pubUshed  application;  or  (3)  publication  of  only  a  redacted 
copy  of  an  application. 
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Electronic  filing  system:  The  electronic  filing  system  (EPS)  is 
an  electronic  system  for  the  submission  of  patent  applications 
to  the  Office.  The  EPS  encompasses  the  preparation  of  the 
application  parts  in  a  special  majiner  on  the  applicant's 
computer  (authoring),  the  assembling  of  the  pieces  of  the 
application  so  authored,  and  the  secure  communication  of  that 
application  to  the  Office.  The  same  EPS  software  must  be  used 
by  applicants  who  wish  to  submit  a  copy  of  the  application  for 
the  patent  application  publication. 

The  steps  for  submission  of  an  electronic  version  of  a  patent 
application  are  as  follows:  (1)  obtaining  a  digital  certificate;  (2) 
obtaining  the  authoring  and  the  submission-software  packages 
from  the  Office;  (3)  authoring  the  patent  application;  and  (4) 
assembling  the  parts  of  the  application,  and  validating,  digi- 
tally signing,  and  submitting  the  application. 

To  file  a  copy  of  an  application  using  the  EPS,  an  applicant  (or 
representative)  must  submit  a  request  and  receive  an  Office 
digital  certificate  to  enable  secure  communication  between  the 
applicant  and  the  Ofiice.  A  digital  certificate  will  allow  the 
authorized  person  to  conduct  electronic  filing  of  one  or  more 
applications,  as  well  as  have  access  to  the  Office's  Patent 
Application  Information  Retrieval  (PAIR)  software  to  display 
patent  application  status  information. 

The  digital  certificate  is  given  to  individuals  and  firms  that 
obtain  a  customer  number,  and  also  request  a  digital  certificate. 
Instructions  on  how  to  obtain  the  necessary  digital  certificate 
are  located  at  the  Office's  Electronic  Business  Center  on  the 
Office's  Internet  Web  site  (http://www.uspto.gov)  (under  the 
section  Electronic  Business  Center,  select  New  User  for  the 
PAIR  system). 

The  Office  makes  its  branded  version  of  the  security  software 
product  called  Entrust  Direct  software  available  to  authorized 
persons.  The  software  operates  in  conjunction  with  an  Office 
Public  Key  Infrastructure  (PKI)  that  is  secure  and  enables 
communication  only  between  the  Office  and  authorized  per- 
sons who  are  registered  with  the  Office. 

A  person  signing  up  for  EPS  application  filing  receives  a 
package  with  his  or  her  digital  certificate  including:  (1)  the 
software  that  will  attach  a  digital  signature  to  a  document  or  set 
of  documents;  (2)  an  authoring  tool  that  will  allow  the 
applicant  to  convert  a  standard  patent  application  into  a 
specialized  format;  and  (3)  the  electronic  Packaging  and 
Validation  Engine  (ePave)  program  that  will  assemble  the  parts 
of  the  application,  validate  that  the  parts  are  complete,  encrypt 
and  digitally  sign  them,  and  then  send  them  to  the  Office. 

The  applicant  is  responsible  for  correctly  authoring  the  elec- 
tronic application,  which  is  defined  as  reformatting  the  appli- 
cation into  a  form  that  complies  with  the  requirements  of  XML 
(the  standard  extensible  Markup  Language  of  Internet  author- 
ing). The  XML  requires  that  all  the  pieces  of  information  in  the 
application  (e.g.,  the  inventor's  name,  title  of  the  invention, 
and  the  claims)  are  tagged  with  standard  XML  named  tags 
before  and  after  each  piece  of  information.  For  example,  XML 
could  require  that  the  title  be  tagged: 

<app  title>  MAKING  A  WIDGIT  </app  title> 

The  tagged  information,  in  turn,  is  ordered  and  positioned  on 
the  submitted  document  according  to  the  formula  for  that 
document  in  the  document  type  definition  (DTD).  The  DTD 
contains  a  list  of  all  the  tagged  data  elements  (pieces  of 
information)  that  should  be  on  that  document,  and  the  relative 
positioning  of  the  elements.  When  combined  with  the  docu- 
ment's style  sheet  (which  contains  formatting  information),  the 
DTD  will  completely  define  what  the  document  should  contain 
and,  when  printed  or  viewed,  what  it  will  look  like. 

The  applicant  does  the  authoring  using  the  software  authoring 
tool  given  to  him  or  her  by  the  Office  and  operating  on  the 
applicant's  computer.  The  authoring  tool  displays  a  template 
on  applicant's  computer  screen  listing  all  of  the  data  elements 
that  should  be  in  a  patent  application  (according  to  the  Office's 
DTD).  The  applicant  clicks  in  the  desired  data  element  and 
types  information  into  the  template.  Por  example,  the  applicant 
clicks  the  data  element  "TITLE"  and  types  "MAKING  A 
WIDGIT"  into  the  template.  The  authoring  tool  will  add  the 
tags,  paragraph  numbers,  and  other  elements  that  are  required 


by  XML.  The  applicant  can  continue  through  this  whole 
process  adding  the  required  information  to  each  of  the  data 
elements  in  the  template  until  the  application  is  fully  authored. 

The  applicant  can  also  use  the  authoring  tool  to  "cut  and  paste" 
a  previously  written  application  into  the  proper  format.  In  this 
mode,  the  applicant  will  open  up  that  written  application,  and 
also  open  up  the  authoring  tool  template  to  reveal  the  data 
elements.  When  the  applicant  clicks  in  the  data  element,  the 
applicant  will  copy  the  relevant  section  from  the  previously 
written  application  and  paste  that  section  into  the  template  (for 
tagging  by  the  authoring  tool). 

Paper  copies  of  the  oath  or  declaration  (§  1.63),  drawings, 
and  certain  other  documents  are  scanned  on  the  applicant's 
digital  scanner  and  stored  in  tagged  image  file  format  (TIPP). 
The  TIPP  is  not  tagged  by  the  authoring  tool,  but  is  similar  to 
an  electronic  photograph. 

Using  either  mode,  the  applicant  will  produce  a  copy  of  the 
application  in  compliance  with  the  Office  EPS,  including  a 
specification  and  claims  (in  XML),  an  oath  or  declaration  (in 
TIPP),  and  drawings  (also  in  TIPP). 

Once  the  various  parts  of  the  application  are  prepared,  the 
applicant  will  use  the  software  tool  ePave  to  assemble  those 
parts  and  submit  the  application  to  the  Office.  The  ePave 
software  interacts  with  the  applicant  to  fill  out  an  electronic 
transmittal  and  fee  information  letter.  This  document  is  devel- 
oped in  the  tagged  XML  format.  The  applicant  then  uses  the 
ePave  software  to  associate  these  documents  with  the  previ- 
ously produced  application. 

This  association  of  the  related  files  to  be  submitted  is  called 
bundling.  The  bundle  of  files  that  will  be  sent  to  the  Office  will 
be  compressed  using  Zip  technology  to  reduce  their  size.  Then 
ePave  will  apply  the  digital  signature  to  the  compressed 
bundle,  to  indicate  who  is  sending  the  package  to  the  Office, 
and  check  the  file's  integrity.  The  digital  signature  process  also 
encrypts  the  bundle,  for  safety  during  transmission. 

The  authoring  tool  and  ePave  software  on  the  applicant's 
computer  perform  all  of  this  activity  almost  invisibly.  The 
applicant  must  enter  a  password  to  apply  the  digital  signature, 
and  the  software  will  finish  processing  the  application  for 
submission  to  the  Ofiice.  During  the  processing  of  a  copy  of  an 
application  for  submission  to  the  Office  for  use  in  a  patent 
application  publication,  the  applicant  will  be  advised  that  the 
application  of  a  digital  signature  constitutes  a  statement  that 
the  EPS  copy  of  the  application  contains  no  new  matter,  and, 
except  for  a  redacted  copy  of  an  application  (which  requires 
the  concurrent  submission  of  other  certifications  on  paper),  that 
the  EPS  copy  of  the  appHcation  corresponds  to  the  application 
as  amended  by  any  amendment  filed  in  the  application.  When 
processing  is  finished,  the  software  will  ask  the  applicant  if  the 
list  of  displayed  files  should  be  sent  to  the  Ofiice.  The  applicant 
will  click  or  otherwise  express  his  or  her  concurrence,  and  the 
EPS  application  files  are  electronically  transmitted  to  the 
Office. 

On  receipt  of  the  bundle  of  files  comprising  the  application,  the 
Office  stores  the  bundle  and  takes  it  apart.  The  bundle  is 
decrypted,  the  digital  signature  is  checked,  and  the  integrity  of 
the  package  is  confirmed.  In  the  course  of  events,  the  Office 
sends  an  acknowledgment  back  to  the  applicant's  computer 
providing  the  date  and  time  of  submission,  the  names  and  sizes 
of  the  files  received,  and  other  information  to  confirm  the 
submission. 

Obviously,  an  application  submitted  via  EPS  cannot  include  a 
payment  by  check  or  money  order.  Therefore,  any  publication 
fee  or  processing  fee  required  for  a  copy  of  an  application 
submitted  via  EPS  for  use  in  the  patent  application  publication 
must  be  paid  by  an  authorization  to  charge  the  fee  to  a  credit 
card  or  (Office  deposit  account. 

The  Office  originally  indicated  that  if  a  copy  of  an  application 
being  submitted  to  the  Office  for  eighteen-month  publication 
purposes  contains  a  sequence  listing,  and  the  sequence  listing 
is  identical  to  a  sequence  listing  previously  submitted  to  the 
Office  in  compliance  with  §§  1.821  through  1.825,  the  EPS 
copy  of  the  application  may  contain  a  reference  to  the 
previously  filed  sequence  listing  in  lieu  of  a  copy  of  the 
previously  filed  sequence  listing.  See  Changes  to  Implement 
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Eighteen-Month  Publication  of  Patent  Applications.  65  FR  at 
17950,  1233  OS.  Gaz.  Pat.  Office  at  124.  The  Office,  however, 
has  determined  that  permitting  an  EFS  copy  of  an  application 
to  reference  a  previously  filed  sequence  listing  (rather  than 
include  a  copy  of  the  sequence  listing)  will  increase  the  chance 
for  errors  in  the  sequence  listing  included  in  the  patent 
application  publication.  Thus,  the  Office  is  requiring  that  if  a 
copy  of  an  application  being  submitted  to  the  Office  for 
eighteen-month  publication  purposes  contains  a  sequence  list- 
ing, the  EFS  copy  of  the  application  must  contain  a  text  file 
copy  of  the  sequence  listing  that  if  printed  out  on  paper  would 
be  in  compliance  with  §  1.823. 

Finally,  if  the  file  containing  a  copy  of  an  application  being 
submitted  to  the  Office  for  eighteen-month  publication  pur- 
poses occupies  ten  megabytes  of  memory  or  more,  the  copy  of 
the  application  should  be  submitted  on  a  Compact  Disk-Read 
Only  Memory  (CD-  ROM)  or  Compact  Disk-Recordable 
(CD-R).  The  CD-ROM  or  CD-R  containing  the  copy  of  the 
application  should  be  addressed  to:  Box  PGPub. 

While  the  Office  is  using  EFS  for  both  new  application  filing 
and  submission  of  a  copy  of  a  previously  filed  application  for 
publication  purposes,  an  EFS  submission  of  a  copy  of  an 
application  for  publication  purposes  will  be  different  from  the 
EFS  submission  of  a  new  application.  For  example,  the  EFS 
submission  of  a  copy  of  an  application  for  publication  pur- 
poses will  not  require  an  oath  or  declaration  (in  TIFF).  In 
addition,  the  acknowledgment  receipts  issued  by  the  Office 
will  be  different  for  the  EFS  submission  of  a  copy  of  an 
application  for  pubhcation  purposes  than  it  will  be  for  the  EFS 
submission  of  a  new  application. 

Publication  process:  The  current  planning  approach  involves  a 
fourteen-week  publication  cycle  that  results  in  the  publication 
of  patent  application  publications  on  Thursday  of  each  week. 
Ideally,  the  publication  date  of  an  appUcation  will  be  the  first 
Thursday  after  the  date  that  is  eighteen  months  after  the  filing 
date  of  the  apphcation,  or  if  the  application  claims  the  benefit 
of  an  earlier  filing  date,  the  first  Thursday  after  the  date  that  is 
eighteen  months  after  the  earliest  fifing  date  for  which  a  benefit 
is  sought.  An  application,  however,  may  not  be  published  the 
first  Thursday  after  the  date  that  is  eighteen  months  after  the 
earliest  filing  date  for  which  a  benefit  is  sought  if  the 
application  is  not  in  condition  for  publication  approximately 
fourteen  months  after  the  earliest  filing  date  for  which  a  benefit 
is  sought  (eighteen  months  less  the  fourteen-week  publication 
cycle). 

Obviously,  there  are  events  that  will  delay  publication  of  some 
applications  until  a  later  date:  e.g.,  (1)  the  application  claims 
the  benefit  under  35  U.S.C.  120  of  an  application  filed  more 
than  eighteen  months  before  the  actual  filing  date  of  the 
application;  (2)  the  basic  filing  fee  or  oath  (or  declaration)  is 
not  provided  within  eighteen  months  after  the  earliest  filing 
date  for  which  a  benefit  is  sought;  or  (3)  the  application  does 
not  contain  papers  or  drawings  of  publication  quality  within 
eighteen  months  after  the  earliest  fifing  date  for  which  a  benefit 
is  sought.  In  such  situations,  the  pubhcation  date  of  an 
application  will  be  the  first  Thursday  after  the  date  that  is 
fourteen  weeks  after  the  application  is  in  condition  for  publi- 
cation. Applicants  who  attempt  to  delay  publication  by  inten- 
tionally delaying  the  submission  of  the  application  content 
necessary  for  publication,  however,  may  encounter  a  reduction 
in  any  patent  term  adjustment  under  35  U.S.C.  154(b)  (see  35 
U.S.C.  154(b)(2)(C)(n)  and  §  1.704(b)). 

The  Office  plans  to  indicate  a  projected  publication  date  on  the 
filing  receipt  or  indicate  "to  be  determined"  if  the  application 
is  not  in  condition  for  publication.  If  events  change  the 
projected  publication  date  by  more  than  two  weeks  (e.g.,  claim 
for  priority  under  35  U.S.C.  119(e)  presented  after  maifing  of 
the  filing  receipt)  or  the  application  content  necessary  for 
publication  is  provided,  the  Office  will  issue  a  change  notifi- 
cation indicating  the  revised  projected  publication  date. 

The  pubhcation  process  involves  producing  weekly  volumes 
of  patent  application  publications  on  a  variety  of  media:  e.g., 
the  Office's  Examiner  Automated  Search  Tool  (EAST)  and 
Web-based  Examiner  Search  Tool  (WEST)  search  systems, 
optical  disk  products  for  sale  to  the  public,  and  exchange  with 
the  Office's  Intellectual  Property  exchange  partners.  Patent 
application  publications  will  be  available  for  viewing  by  the 
public  in  the  Public  Search  Room  via  an  on-line  search  system. 


The  Office  does  not  plan  to  provide  paper  copies  of  the  patent 
application  publications  for  placement  in  either  the  Public 
Search  Room  or  the  examiners'  search  rooms.  The  Office, 
however,  will  provide  paper  copies  of  the  patent  application 
pubfications  to  any  member  of  the  pubUc  on  request  (for  a  fee) 
in  the  manner  that  paper  copies  of  patents  are  currently 
provided. 

The  pubhcation  process  provides  for:  (1)  assembly  of  applica- 
tion bibliographic  information  for  the  patent  application  pub- 
lication at  fourteen  weeks  prior  to  the  projected  pubhcation 
date;  (2)  assembly  of  the  technical  content  (specification, 
including  claims  and  abstract,  and  drawings)  of  the  application 
for  the  patent  application  publication  at  nine  weeks  prior  to  the 
projected  publication  date;  and  (3)  placement  of  the  apphca- 
tion information  as  assembled  into  the  patent  application 
publication  on  publication  media  (e.g.,  optical  disks,  magnetic 
tape)  at  four  weeks  prior  to  the  projected  publication  date. 

Any  applicant  seeking  to  abandon  the  application  for  the 
purpose  of  avoiding  publication  must  take  appropriate  action 
(see  §  1.138  discussed  below)  well  prior  to  the  projected 
pubhcation  date.  If  the  application  is  not  expressly  abandoned 
at  least  four  weeks  prior  to  the  projected  publication  date,  the 
Office  will  probably  not  be  able  to  avoid  pubhcation  of  the 
application  or  at  least  some  application  information  because 
the  Office  will  place  the  application  (along  with  the  thousands 
of  other  applications  being  published  each  week)  on  publica- 
tion media  (e.g.,  optical  disks,  magnetic  tape)  four  weeks  prior 
to  the  projected  date.  This  does  not  imply  that  a  request  to 
expressly  abandon  an  application  to  avoid  pubhcation  (§ 
1.138)  filed  prior  to  this  "four-week"  time  frame  will  ensure 
that  the  Office  will  be  able  to  remove  an  application  from 
publication.  The  Office  simply  cannot  ensure  that  it  can 
remove  an  application  from  publication  or  avoid  pubhcation  of 
application  information  any  time  after  the  publication  process 
for  the  application  is  initiated. 

Access  to  the  file  wrapper  and  contents  of  a  published 
application: 

The  Office  plans  to  permit:  (1)  any  member  of  the  public  to 
obtain  (for  a  fee)  a  copy  of  the  complete  file  wrapper  and 
contents  of,  or  a  copy  of  a  specific  paper  in,  any  published 
application,  provided  that  no  redacted  copy  was  timely  sub- 
mitted for  publication;  (2)  any  member  of  the  public  to  obtain 
(for  a  fee)  an  appropriately  redacted  copy  of  the  file  wrapper 
and  contents  of,  or  a  copy  of  a  specific  paper  in,  any  published 
application  for  which  a  redacted  copy  was  timely  submitted  for 
pubhcation;  and  (3)  any  member  of  the  public  to  physically 
inspect  (subject  to  the  same  conditions  that  apply  to  inspection 
of  patented  files)  the  file  of  any  abandoned  published  apphca- 
tion, provided  that  no  redacted  copy  was  timely  submitted  for 
publication. 

Any  member  of  the  public  may  obtain  status  information 
concerning  any  published  application  via  the  Office's  PAIR 
system.  Permitting  physical  inspection  of  pending  published 
applications,  however,  would  interfere  with  the  Office's  ability 
to  act  on  the  applications  within  the  time  frames  set  forth  in  35 
U.S.C.  154(b)(1)(A)  and  (B).  Thus,  the  Office  must  limit 
public  access  to  the  file  wrapper  of  pending  published  appli- 
cations to  obtaining  a  copy  produced  by  the  Office  (for  a  fee) 
to  avoid  conferring  patent  term  adjustment  on  the  applicant 
due  to  actions  by  members  of  the  public. 

Section  4805  of  the  American  Inventors  Protection  Act  of  1999 
provides  that  the  Comptroller  General  (in  consultation  with  the 
Office)  shall  conduct  a  study  and  submit  a  report  to  Congress 
on  the  potential  risks  to  the  United  States  biotechnology 
industry  relating  to  biological  deposits  in  support  of  biotech- 
nology patents,  and  that  the  Office  shall  consider  the  recom- 
mendations of  such  study  in  drafting  regulations  affecting 
biological  deposits  (including  any  modification  of  §  1.801  et 
seq.).  Therefore,  this  notice  does  not  contain  any  amendment 
to  §  1.801  et  seq.  concerning  the  treatment  of  biological 
deposits  in  applications  subject  to  eighteen-month  publication. 

Section  4732  of  the  American  Inventors  Protection  Act  of  1999 
changed  (among  other  things)  the  title  "Commissioner"  to 
"Director."  The  title  "Commissioner,"  however,  is  not  being 
changed  to  "Director"  where  it  appears  in  the  rules  of  practice 
involved  in  this  final  rule  because  legislation  is  pending  before 
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Congress  that  (if  enacted)  would  restore  the  former  title 
"Commissioner."  See  Intellectual  Property  Technical  Amend- 
ments Act  of  2000,  H.R.  4870,  106th  Cong.  (2000). 

Discussion  of  Specific  Rules 

Title  37  of  the  Code  of  Federal  Regulations,  Parts  1  and  5,  are 
amended  as  follows: 

Section  1.9:  Section  1.9(c)  is  amended  to  define  a  published 
application  as  used  in  37  CFR  chapter  I  to  mean  an  application 
for  patent  which  has  been  published  under  35  U.S.C.  122(b). 

Section  1.11:  Section  1.11(a)  is  amended  to  include  the  file  of 
an  abandoned  published  application  (except  if  a  redacted  copy 
of  the  application  was  used  for  the  patent  application  publica- 
tion) among  the  files  that  are  open  to  inspection  by  the  public. 

Section  1.12:  Section  1.12(a)(1)  is  amended  to  include  the 
assignment  records  of  a  published  patent  application  among 
the  patent  assignment  records  that  are  available  to  the  public. 
Section  1.12(b)  is  amended  to  provide  that  the  patent  assign- 
ment records,  digests,  and  indexes  are  available  to  the  pubUc 
unless  they  relate  to  pending  or  abandoned  patent  applications 
that  have  not  been  published  under  35  U.S.C.  122(b). 

Section  1.13:  Section  1.13  is  amended  to  include  patent 
application  publications  among  the  records  of  the  United 
States  Patent  and  Trademark  Office  that  are  open  to  the  public, 
and  of  which  a  copy  (certified  or  uncertified)  will  be  furnished 
(upon  payment  of  the  appropriate  fee). 

Section  1.14:  Section  1.14(a)  is  amended  to  generally  maintain 
the  confidentiality  of  applications  that  have  not  been  published 
as  a  U.S.  patent  application  publication  (see  35  U.S.C.  122(b)) 
pursuant  to  35  U.S.C.  122(a).  Status  information  is  defined  to 
include  identification  of  whether  the  application  has  been 
published  under  35  U.S.C.  122(b),  as  well  as  whether  the 
application  is  pending,  abandoned,  or  patented,  and  the  appli- 
cation numerical  identifier. 


(the  Home,  Search,  and  Examination  Copies)  to  the  extent 
permitted  under  the  PCT.  Additionally,  §  1.14(i)(2)  provides 
that  copies  of  English  language  translations  of  international 
applications,  which  were  published  in  a  non-English  language 
and  which  designated  the  U.S.,  and  which  have  been  submitted 
to  the  Office  pursuant  to  35  U.S.C.  154(d)(4),  will  also  be 
available  to  the  public.  Requests  for  copies  of,  or  access  to,  an 
apphcation  file  under  §  1.14(i)  must  be  in  the  form  of  a  written 
request  and  must  include  a  showing  that  the  international 
apphcation  has  been  published  and  that  the  U.S.  was  desig- 
nated. Such  a  showing  should  preferably  be  in  the  form  of  the 
submission  of  a  copy  of  the  front  page  of  the  pubUshed 
international  application.  Additionally,  requests  for  copies  of 
international  application  files  must  also  be  accompanied  by  the 
appropriate  fee. 

Section  1.14(j)  is  amended  to  provide  that  this  section  not  only 
applies  when  the  Office  provides  access  to  or  copies  of  the 
application,  but  also  when  the  Office  provides  access  to  or 
copies  of  a  part  of  an  application. 

Section  1.17:  The  heading  of  §  1.17  is  amended  to  include  a 
reference  to  reexamination  to  clarify  that  the  enumerated  fees 
in  §  1.17  may  also  apply  during  reexamination  proceedings, 
as  well  as  to  patent  apphcations. 

Section  1.17(h)  is  amended  to  include  a  petition  under  § 
1.138(c)  to  expressly  abandon  an  application  to  avoid  publi- 
cation among  the  petitions  requiring  the  fee  ($130)  set  forth  in 
§  1.17(h). 

Section  1.1 7(i)  is  amended  to  include  processing  a  redacted 
copy  of  a  paper  submitted  in  the  file  of  an  application  in  which 
a  redacted  copy  was  submitted  for  the  patent  application 
publication  (§   1.217),  processing  a  request  for  voluntary 
publication  or  republication  of  an  application  (§  1.221),  and 
processing  a  belated  submission  under  §  1.99  (§  1.99(e))  to 
the  processing  services  requiring  the  processing  fee  ($130)  set 
forth  in  §  1.1 7(i). 


Section  1.14(b)  is  amended  to  provide  that  status  information 
may  also  be  supplied  when  the  application  is  referred  to  by  its 
numerical  identifier  in  a  U.S.  patent  application  publication  as 
well  as  a  U.S.  patent  or  a  published  international  application. 
Section  1.14(b)  is  also  amended  to  provide  that  status  infor- 
mation may  be  supplied  for  an  application  which  claims  the 
benefit  of  the  filing  date  of  an  application  for  which  status 
information  may  be  supplied.  As  a  result,  the  public  will  be 
able  to  obtain  continuity  data  for  applications  that  have  been 
published  as  a  U.S.  patent  application  publication  or  as  a  U.S. 
patent. 

Section  1.14(c)(1)  provides  that  a  copy  of  an  application-as- 
filed  or  a  file  wrapper  and  contents  may  be  supplied  where  the 
appropriate  fee  is  paid,  and:  (1)  the  application  is  incorporated 
by  reference  in  a  U.S.  patent  apphcation  publication  or  U.S. 
patent;  or  (2)  the  application  is  relied  upon  for  priority  under 
35  U.S.C.  119(e)  or  120  in  a  U.S.  patent  application  publica- 
tion or  U.S.  patent. 

Section  1.14(c)(2)  provides  that  copies  of  the  file  wrapper  and 
contents  of  an  application  are  available  to  the  public  when  the 
application  has  been  published  as  a  U.S.  patent  application 
publication. 

Section  1.14(e)  is  amended  to  provide  public  access  to  an 
abandoned  application  that  is  referenced  in  a  U.S.  patent 
application  publication,  as  well  as  a  U.S.  patent,  or  another 
application  that  is  open  to  public  inspection. 

Section  1.14(i)  provides  for  greater  access  to  international 
application  files  kept  by  the  Office  and  applies  to  apphcations 
having  an  international  filing  date  on  or  after  November  29, 
2000.  Specifically,  35  U.S.C.  374  equates  the  pubhcation  under 
the  PCT  of  an  international  application  designating  the  U.S.  to 
the  publication  of  a  U.S.  application  under  35  U.S.C.  122(b). 
After  publication  of  an  application  under  35  U.S.C.  122(b),  the 
Office  will  make  available  copies  of  the  application  files  and 
also  allow  for  access  to  those  files  in  accordance  with  §  1.14(c) 
and  (e),  respectively.  Therefore,  after  publication  of  an  inter- 
national apphcation  designating  the  U.S.  under  PCT  Article  21, 
the  Office  will  make  available  copies  of,  and  allow  access  to, 
those  international  application  files  which  are  kept  in  the  Office 


Sections  1.17(1)  and  1.1 7(m)  are  amended  to  set  forth  the  fees 
for  filing  a  petition  under  §  1.137  for  revival  of  a  terminated 
reexamination  proceeding  (on  the  basis  of  unavoidable  and 
unintentional  delay).  Section  1.17(1)  is  amended  to  reflect  that 
its  $110  petition  fee  ($55  for  a  small  entity)  is  required  for  a 
petition  under  §  1.137(a)  to  revive  a  terminated  reexamina- 
tion proceeding  on  the  basis  of  an  unavoidable  failure  of  the 
patent  owner  to  timely  respond.  Section  1.1 7(m)  is  amended  to 
reflect  that  its  $1,240  petition  fee  ($620  for  a  small  entity)  is 
required  for  a  petition  under  §  1.137(b)  to  revive  a  termi- 
nated reexamination  proceeding  on  the  basis  of  an  uninten- 
tional failure  to  timely  respond.  Note,  however,  that  the  newly 
enacted   unintentional   revival   provisions   of  the  American 
Inventors  Protection  Act  of  1999  are  not  effective  in  any 
reexamination  until  November  29,  2000. 

Section  1.1 7(p)  is  amended  to  make  its  fee  ($180)  appUcable  to 
a  third-party  submission  under  §  1.99,  as  well  as  an  infor- 
mation disclosure  statement  under  §  1.97(c)  or  (d). 

Section  1.1 7(t)  is  added  to  set  forth  the  surcharge  ($1,240)  for 
accepting  an  unintentionally  delayed  claim  for  priority  under 
35  U.S.C.  119,  120,  121,  or  365(a)  or  365(c)  (§§  1.55  and 
1.78). 

Section  1.18:  Section  1.18(d)  is  added  to  specify  the  publica- 
tion fee  ($300).  In  view  of  this  addition  to  §  1.18,  the  heading 
of  §    1.18   is   also  amended  to  refer  to   "post-allowance 
(including  issue)  fees"  (  instead  of  only  "issue  fees"). 

Section  1.19:  Section  1.19(a)  is  amended  to  provide  that  its  $3 
(regular  service),  $6  (next  business  day  dehvery  to  Office 
Box),  or  $25  (expedited  dehvery  by  commercial  delivery 
service)  fee  would  also  be  applicable  to  a  request  for  a  copy  of 
the  paper  portion  of  a  patent  application  publication.  The  $25 
fee  set  forth  in  §  1.19(a)(4)  would  apply  to  a  request  for  a 
certified  copy  of  a  patent  application  publication. 

Section  1.24:  Section  1.24  is  removed  and  reserved.  The 
practice  of  using  coupons  to  purchase,  e.g.,  patents,  statutory 
invention  registrations,  and  trademark  registrations,  is  ineffi- 
cient compared  to  alternatives  such  as  payment  by  credit  card 
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(especially  for  orders  placed  via  the  Internet).  Coupons  sold  by 
the  Ofl&ce  (before  coupon  practice  is  abolished)  may  still  be 
used  but  cannot  be  redeemed. 

Section  1.52:  Section  1.52(d)  is  amended  to  provide  for 
nonprovisional  appUcations  and  provisional  applications  filed 
in  a  language  other  than  English.  The  provisions  concerning 
the  treatment  of  nonprovisional  applications  filed  in  a  language 
other  than  Enghsh  are  revised  for  clarity,  but  otherwise  remain 
unchanged  (§  1.52(d)(1)). 

Section  1.52(d)(2)  provides  that  if  a  provisional  apphcation  is 
filed  in  a  language  other  than  Enghsh,  an  Enghsh  translation 
will  not  be  required  in  the  provisional  application.  Section 
1.52(d)(2)  also  contains  a  reference  to  §  1.78(a)  concerning 
the  requirements  for  claiming  the  benefit  of  the  filing  date  of 
such  a  provisional  apphcation  in  a  later  filed  nonprovisional 
apphcation. 

Section   1.55:   Section   1.55   is  amended  to  implement  the 
provisions  of  35  U.S.C.  119(b)  as  amended  by  §  4503(a)  of 
the  American  Inventors  Protection  Act  of  1999,  by  providing: 

(1)  a  time  period  within  which  a  claim  for  the  benefit  of  a  prior 
foreign  apphcation  must  be  stated  or  waived;  and  (2)  provi- 
sions for  the  acceptance  of  an  unintentionally  delayed  submis- 
sion of  a  claim  to  the  benefit  of  a  prior  foreign  application. 

Section  1.55(a)  is  amended  to  provide  that:  (1)  in  an  original 
apphcation  filed  under  35  U.S.C.  111(a)  (other  than  a  design 
application),  the  claim  for  priority  must  be  presented  during 
the  pendency  of  the  application,  and  within  the  later  of  four 
months  from  the  actual  filing  date  of  the  application  or  sixteen 
months  from  the  filing  date  of  the  prior  foreign  application;  (2) 
in  an  application  that  entered  the  national  stage  from  an 
international  application  after  comphance  with  35  U.S.C.  371, 
the  claim  for  priority  must  be  made  during  the  pendency  of  the 
application  and  within  the  time  limit  set  forth  in  the  PCT  and 
the  Regulations  under  the  PCT;  and  (3)  the  claim  for  priority 
and  the  certified  copy  of  the  foreign  apphcation  specified  in  35 
U.S.C.  119(b)  or  PCT  Rule  17  must,  in  any  event,  be  filed 
before  the  patent  is  granted. 

Section  1.55(c)  provides  that  any  claim  for  priority  under  35 
U.S.C.   119(a)-(d)  or  365(a)  not  presented  within  the  time 
period  provided  by  §  1.55(a)  is  considered  to  have  been 
waived.  Section  1.55(c)  also  provides  that  if  a  claim  to  priority 
under  35  U.S.C.  1 19(a)-(d)  or  365(a)  is  presented  after  the  time 
period  provided  by  §  1.55(a),  the  claim  may  be  accepted  if 
the  claim  identifying  the  prior  foreign  application  by  specify- 
ing its  apphcation  number,  country,  and  the  day,  month  and 
year  of  its  filing  was  unintentionally  delayed.  Section  1.55(c) 
also  provides  that  a  petition  to  accept  a  delayed  claim  for 
priority  under  35  U.S.C.  119(a)-(d)  or  365(a)  must  be  accom- 
panied by:  (1)  the  surcharge  set  forth  in  §  1.17(t);  and  (2)  a 
statement  that  the  entire  delay  between  the  date  the  claim  was 
due  under  §  1.55(a)(1)  and  the  date  the  claim  was  filed  was 
unintentional,  and  that  the  Commissioner  may  require  addi- 
tional information  where  there  is  a  question  whether  the  delay 
was  unintentional. 

Section  1.72:  Section  1.72(a)  is  amended  to  provide  that  the 
title  of  the  invention  may  not  exceed  500  characters  in  length. 
The  title  character  number  limitation  is  necessary  to  ensure 
that  the  title  can  be  captured  and  recorded  in  the  Office's  Patent 
Apphcation  Locating  and  Monitoring  (PALM)  system.  Section 
1 .72(a)  is  also  amended  to  provide  that  characters  that  cannot 
be  captured  and  recorded  in  the  Office's  automated  information 
systems  (e.g.,  PALM)  may  not  be  reflected  in  the  Office's 
records  in  such  systems  or  in  documents  created  by  the  Office. 
Thus,  if  a  title  includes  a  character  (images)  that  cannot  be 
captured  by  PALM,  that  title  will  not  appear  in  the  Office's 
PALM  records  for  that  apphcation,  and  may  not  be  reflected  in 
documents  (e.g.,  a  filing  receipt,  patent  application  pubhcation, 
or  patent)  created  by  the  Office. 

Section  1.76:  Section  1.76  is  amended  to  provide  for  the 
inclusion  of  assignee  information  in  a  new  §  1.76(b)(7). 
Section  1.76(b)(7)  provides  that:  (1)  assignee  information 
includes  the  name  (either  person  or  juristic  entity)  and  address 
of  the  assignee  of  the  entire  right,  title,  and  interest  in  an 
apphcation;  and  (3)  the  inclusion  of  this  information  on  the 
application  data  sheet  does  not  substitute  for  comphance  with 
any  requirement  of  37  CFR  part  3  to  have  an  assignment 


recorded  by  the  Office.  Providing  assignee  information  on  the 
application  data  sheet  is  considered  a  request  to  include  such 
information  on  the  patent  application  publication,  since  there  is 
no  other  reason  for  including  such  information  on  the  appli- 
cation data  sheet. 

Section  1.78:  Section  1.78(a)  is  amended  to  implement  the 
provisions  of  35  U.S.C.  119(e)  and  120  as  amended  by  § 
4503(b)  of  the  American  Inventors  Protection  Act  of  1999,  by 
providing:  (1)  a  time  period  within  which  a  claim  to  the  benefit 
of  a  prior  nonprovisional  or  provisional  application  must  be 
stated  or  waived;  and  (2)  provisions  for  the  acceptance  of  the 
unintentionally  delayed  submission  of  a  claim  to  the  benefit  of 
a  prior  nonprovisional  or  provisional  application. 

Section  1.78(a)(2)  is  amended  to  provide  that  (except  for  a 
continued  prosecution  application  filed  under  §  1.53(d))  any 
claim  to  the  benefit  of  a  nonprovisional  application  or  inter- 
national application  must  be  made  during  the  pendency  of  the 
application  and  within  the  later  of  four  months  from  the  actual 
filing  date  of  the  apphcation  or  sixteen  months  from  the  filing 
date  of  the  prior  application.  Section  1.78(a)(2)  also  provides 
that  the  failure  to  timely  submit  the  reference  required  by  35 
U.S.C.  120  and  §  1.78(a)(2)  is  considered  a  waiver  of  any 
benefit  under  35  U.S.C.  120,  121,  or  365(c)  to  such  prior 
application,  but  that  the  time  period  set  forth  in  §  1.78(a)(2) 
does  not  apply  to  an  application  for  a  design  patent. 

Section  1.78(a)(2)  also  provides  that  if  the  application  claims 
the  benefit  of  an  international  application,  the  first  sentence  of 
the  specification  must  include  an  indication  of  whether  the 
international  apphcation  was  published  under  PCT  Article 
21(2)  in  English  (regardless  of  whether  benefit  to  such  appli- 
cation is  claimed  in  the  application  data  sheet). 

Sections  1.78(a)(3)  and  1.78(a)(4)  are  redesignated  as  §§ 
1.78(a)(4)  and  1.78(a)(5),  respectively. 

Section  1.78(a)(3)  provides  that  if  the  reference  required  by  35 
U.S.C.  120  and  §  1.78(a)(2)  is  presented  in  a  nonprovisional 
apphcation  after  the  time  period  provided  by  §  1.78(a)(2),  the 
claim  under  35  U.S.C.  120,  121,  or  365(c)  for  the  benefit  of  a 
prior  filed  copending  nonprovisional  application  or  interna- 
tional apphcation  designating  the  United  States  may  be  ac- 
cepted if  the  reference  identifying  the  prior  application  by 
application  number  or  international  application  number  and 
international  fihng  date  was  unintentionally  delayed.  Section 
1.78(a)(3)  also  provides  that  a  petition  to  accept  an  uninten- 
tionally delayed  claim  under  35  U.S.C.  120,  121,  or  365(c)  for 
the  benefit  of  a  prior  filed  copending  application  must  be 
accompanied  by:  (1)  the  surcharge  set  forth  in  §  1.17(t);  and 
(2)  a  statement  that  the  entire  delay  between  the  date  the  claim 
was  due  under  §  1.78(a)(2)  and  the  date  the  claim  was  filed 
was  unintentional,  but  the  Commissioner  may  require  addi- 
tional information  where  there  is  a  question  whether  the  delay 
was  unintentional. 

Section  1.78(a)(4)  is  amended  to  provide  that,  for  a  nonprovi- 
sional application  to  claim  the  benefit  of  a  provisional  appli- 
cation, the  provisional  apphcation  must  be  entitled  to  a  filing 
date  as  set  forth  in  §  1.53(c),  and  the  basic  filing  fee  set  forth 
in  §  1.1 6(k)  must  be  paid  within  the  time  period  set  forth  in 
§  1.53(g). 

Section  1.78(a)(5)  provides  that  any  nonprovisional  applica- 
tion claiming  the  benefit  of  a  provisional  application  filed  in  a 
language  other  than  English  must  (in  addition  to  the  reference 
required  by  35  U.S.C.  119(e)  and  §  1.78(a)(5))  contain  an 
English  language  translation  of  the  non-English  language 
provisional  application  and  a  statement  that  the  translation  is 
accurate.  Section  1.78(a)(5)  also  provides  any  claim  for  the 
benefit  of  a  provisional  apphcation  and  English  language 
translation  of  a  non-English  language  provisional  apphcation 
must  be  submitted  during  the  pendency  of  the  nonprovisional 
application,  and  within  the  later  of  four  months  from  the  actual 
filing  date  of  the  nonprovisional  apphcation  or  sixteen  months 
from  the  fihng  date  of  the  prior  provisional  application.  Section 
1.78(a)(5)  also  provides  that  the  failure  to  timely  submit  the 
reference  and  English  language  translation  of  a  non-Enghsh 
language  provisional  apphcation  required  by  35  U.S.C.  119(e) 
and  §  1.78(a)(5)  is  considered  a  waiver  of  any  benefit  under 
35  U.S.C.  119(e)  to  such  prior  provisional  application. 
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Section  1.78(a)(6)  provides  that  if  the  reference  or  English 
language  translation  of  a  non-  English  language  provisional 
application  required  by  35  U.S.C.  119(e)  and  §  1.78(a)(5) 
ipresented  in  a  nonprovisional  application  after  the  time  period 
provided  by  §  1.78(a)(5),  the  claim  under  35  U.S.C.  119(e) 
for  the  benefit  of  a  prior  filed  provisional  application  may  be 
accepted  during  the  pendency  of  the  nonprovisional  applica- 
tion  if  the  reference   identifying  the  prior  application  by 
provisional  application  number  and  any  English  language 
translation  of  a  non-English  language  provisional  application 
were  unintentionally  delayed.  Section  1.78(a)(6)  also  provides 
that  a  petition  to  accept  an  unintentionally  delayed  claim  under 
35  U.S.C.  119(e)  for  the  benefit  of  a  prior  filed  provisional 
application  must  be  accompanied  by:  (1)  the  surcharge  set 
forth  in  §  1.17(t);  and  (2)  a  statement  that  the  entire  delay 
between  the  date  the  claim  was  due  under  §  1.78(a)(5)  and 
the  date  the  claim  was  filed  was  unintentional,  but  that  the 
Commissioner  may  require  additional  information  where  there 
is  a  question  whether  the  delay  was  unintentional. 

Section  1.84:  Section  1.84(a)(2)  is  amended  to  provide  that 
color  drawings  are  not  permitted  in  an  application,  or  copy 
thereof,  submitted  under  the  Office  electronic  filing  system. 
Section  1.84(a)(2)  is  also  amended  to  provide  that  any  petition 
to  accept  color  drawings  must  include  a  black  and  white 
photocopy  that  accurately  depicts,  to  the  extent  possible,  the 
subject  matter  shown  in  the  color  drawing.  Since  §  1.84(b) 
provides  that  color  photographs  will  be  accepted  in  utility 
patent  applications  if  the  conditions  for  accepting  color  draw- 
ings have  been  satisfied,  the  provisions  and  restrictions  in 
amended  §  1.84(a)(2)  would  also  apply  to  color  photographs. 

Section  1.84(e)  is  amended  to  provide  that  photographs  must 
be  developed  on  paper  meeting  the  sheet-size  requirements  of 
§  1.84(f)  and  the  margin  requirements  of  §  1.84(g). 

Section  1.84(j)  is  amended  to  refer  to  the  view  suitable  for  the 
front  page  of  the  patent  application  publication  and  patent, 
rather  than  the  view  suitable  for  the  Official  Gazette,  since  the 
front  page  of  the  patent  (and  patent  application  publication) 
includes  the  information  that  is  (or  would  be)  included  in  the 
Official  Gazette,  and  the  Office  does  not  plan  on  creating  an 
Official  Gazette  for  patent  application  publications.  Section 
1.84(jj  is  also  amended  to  provide  that:  (1)  one  of  the  views 
should  be  suitable  for  inclusion  on  the  front  page  of  the  patent 
application  publication  and  patent  as  the  illustration  of  the 
invention;  and  (2)  applicant  may  suggest  a  single  view  (by 
figure  number)  for  inclusion  on  the  front  page  of  the  patent 
application  publication  and  patent.  Applicants  should  indicate 
in  the  application  transmittal  letter  the  figure  number  of  the 
view  suggested  for  inclusion  on  the  front  page  of  the  patent 
application  publication  and  patent.  The  Office,  however,  is  not 
bound  by  applicant's  suggestion. 

Section  1.85:  Section  1.85(a)  is  amended  to  provide  that  a 
utility  or  plant  application  will  not  be  placed  on  the  files  for 
examination  until  objections  to  the  drawings  have  been  cor- 
rected. As  discussed  above,  these  objections  will  concern 
deficiencies  that  must  be  corrected  for  the  drawings  to  be  of 
sufficient  quality  for  use  in  creating  a  patent  application 
publication.  For  example,  the  drawings  must  be  reproducible 
and  any  text  in  the  drawings  must  be  in  the  English  language. 
Since  the  Office  plans  to  use  the  copy  of  the  application 
(including  the  drawings)  from  its  PACR  database  to  create  the 
patent  appUcation  publication,  the  Office  must  require  that  new 
or  corrected  drawings  correcting  the  objections  to  the  drawings 
be  filed  before  the  application  is  released  from  OIPE  and 
placed  on  the  files  for  examination. 

Even  if  an  applicant  files  the  application  with  a  request  that  the 
application  not  be  published  pursuant  to  35  U.S.C.  122(b),  the 
applicant  may  rescind  that  request  at  any  time.  See  35  U.S.C. 
122(b)(2)(B)(ii).  In  addition,  at  the  time  the  Office  is  recording 
a  copy  of  the  application  in  its  PACR  database,  the  Office  is  not 
in  a  position  to  know  whether  the  applicant  will  file  an 
electronic  filing  system  copy  of  the  application  for  use  in 
creating  the  patent  application  publication.  Therefore,  the 
Office  must  be  prepared  to  create  a  patent  application  publi- 
cation from  its  PACTR  database  for  each  application  and  insist 
that  objections  to  the  drawings  be  corrected  in  all  utility  and 
plant  applications  before  the  application  can  be  released  from 
OIPE. 


Section  1.85(a)  is  also  amended  to  provide  that  (except  as 
provided  in  §  1.215(c))  any  patent  application  publication 
will  not  include  drawings  filed  after  the  application  has  been 
placed  on  the  files  for  examination.  Thus,  corrected  drawings 
submitted  after  the  application  has  been  released  from  OIPE 
will  not  be  added  to  the  PACR  database  or  used  to  create  the 
patent  application  publication. 

Section  1.85(a)  is  also  amended  to  provide  that,  unless 
appUcant  is  otherwise  notified  in  an  Office  action,  objections  to 
the  drawings  in  a  utility  or  plant  application  will  not  be  held  in 
abeyance,  and  a  request  to  hold  objections  to  the  drawings  in 
abeyance  will  not  be  considered  a  bona  fide  attempt  to  advance 
the  application  to  final  action  (§  1.135(c)).  That  is,  if  an 
Office  action  or  notice  contains  an  objection  to  the  drawings 
(and  does  not  expressly  permit  such  objection  to  be  held  in 
abeyance)  and  the  applicant's  reply  does  not  correct  the 
objection,  the  applicant  will  be  advised  that  the  reply  is 
non-responsive  and  given  the  remainder  of  the  period  set  in  the 
original  Office  action  or  notice  (and  not  a  new  period  under  § 
1.135(c))  within  which  to  correct  the  objection. 

Since  design  applications  are  not  subject  to  the  eighteen-month 
publication  provisions  of  35  U.S.C.   122(b),  drawings  in  a 
design  application  will  continue  to  be  admitted  for  examina- 
tion if  the  drawings  meet  the  requirements  of  §  1.84(e),  (f), 
and  (g)  and  are  suitable  for  reproduction. 

Section  1.98:  Section  1.98(a)(2)(i)  is  amended  to  also  refer  to 
U.S.  patent  application  pubfications.  Section  1.98(b)  is 
amended  to  provide  that  each  U.S.  patent  application  publica- 
tion listed  in  an  information  disclosure  statement  shall  be 
identified  by  applicant,  patent  application  publication  number, 
and  publication  date. 

Section  1.99:  Section  1.99(a)  provides  that  a  submission  by  a 
member  of  the  public  of  patents  or  publications  relevant  to  a 
pending  published  application  will  be  entered  in  the  applica- 
tion file  if  the  submission  complies  with  the  requirements  of 
§  1.99  and  the  application  is  still  pending  when  the  submis- 
sion and  application  file  are  brought  before  the  examiner.  The 
entry  of  such  a  submission  does  not  mean  that  the  patents  or 
printed  publications  contained  in  the  submission  will  be 
necessarily  considered  and  cited  by  the  examiner.  If  the 
examiner  considers  a  patent  or  printed  publication  contained  in 
the  submission  to  be  pertinent  in  determining  patentability,  the 
examiner  will  initial  that  patent  or  printed  publication  on  the 
listing  of  the  patents  or  publications  submitted  for  consider- 
ation by  the  Office.  Unless,  however,  a  patent  or  publication  in 
a  submission  under  §  1.99  is  discussed  during  prosecution, 
the  patent  or  publication  will  not  be  deemed  to  have  been 
"considered"  pursuant  to  the  Office's  Portola  guidelines.  See 
Guidelines  for  Reexamination  of  Cases  in  View  of  In  re  Portola 
Packaging.  Inc..  110  F.3d  786.  42  USPQ2d  1295  (Fed.  Cir. 
1997),  Notice,  64  FR  15346  (Mar.  31,  1999),  1223  Off.  Gaz. 
Pat.  Office  124  (June  22,  1999). 

Section  1.99(b)  provides  that  a  submission  under  §  1.99  must 
identify  the  application  to  which  it  is  directed  by  application 
number  and  include:  (1)  the  fee  set  forth  in  §  1.17(p);  (2)  a 
listing  of  the  patents  or  publications  submitted  for  consider- 
ation by  the  Office  (including  the  date  of  publication  of  each 
patent  or  publication);  (3)  a  copy  of  each  listed  patent  or 
publication  in  written  form  or  at  least  the  pertinent  portions; 
and  (4)  an  English  language  translation  of  all  the  necessary  and 
pertinent  parts  of  any  non-English  language  patent  or  publica- 
tion in  written  form  relied  upon. 

Section  1 .99(c)  provides  that  a  submission  under  §  1 .99  must 
be  served  upon  the  apphcant  in  accordance  with  §  1.248. 

Section  1.99(d)  provides  that  a  submission  under  §  1.99  may 
not  include  any  explanation  of  the  patents  or  publications,  or 
any  other  information,  and  that  a  submission  under  §  1.99  is 
limited  to  ten  total  patents  or  pubfications.  Section  1 .99(d)  also 
provides  that  the  Office  will  dispose  of  such  explanation  or 
information  if  included  in  a  submission  under  §  1.99.  The 
Office  plans  to  review  submissions  under  §  1.99  (e.g.,  by  a 
Supervisory  Patent  Examiner)  to  determine  whether  they  are 
limited  to  patents  and  publications  before  the  submission  is 
placed  in  the  file  of  the  application  and  forwarded  to  the 
examiner,  and  to  remove  any  explanations  or  information 
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(other  than  patents  and  publications)  from  the  submission 
before  it  is  placed  in  the  file  of  the  application  and  forwarded 
to  the  examiner. 

Section  1 .99(e)  provides  that  a  submission  under  §  1 .99  must 
be  filed  within  two  months  from  the  date  of  publication  of  the 
application  (§  1 .215(a)),  or  prior  to  the  mailing  of  a  notice  of 
allowance  (§  1.311),  whichever  is  earlier.  Section  1.99(e) 
also  provides  that  any  submission  under  §  1.99  not  filed 
within  this  period  is  permitted  only  when  the  patents  or 
publications  could  not  have  been  submitted  to  the  Office 
earlier,  and  must  also  be  accompanied  by  the  processing  fee  set 
forth  in  §  1.17(i).  The  phrase  "publication  of  the  application 
(§   1.215(a))"  means  that  repubUcation  of  an  application 
under  §  1.211  has  no  effect  on  (e.g.,  does  not  restart)  the 
period  specified  in  §  1.99(e).  Section  1.99(e)  also  provides 
that  a  submission  by  a  member  of  the  public  to  a  pending 
published  application  that  does  not  comply  with  the  require- 
ments of  §  1 .99  will  be  returned  or  discarded. 

Section  1 .99(f)  provides  that  the  involvement  of  a  member  of 
the  public  in  filing  a  submission  under  §  1 .99  ends  with  the 
filing  of  the  submission. 

Section  1.103:  Section  1.103  is  amended  to  provide  for 
deferred  examination  for  up  to  three  years  from  the  earliest 
filing  date  for  which  a  benefit  is  claimed  under  title  35,  United 
States  Code,  at  the  request  of  the  applicant.  The  Office 
previously  proposed  a  "deferred  examination"  practice  (in 
addition  to  the  current  suspension  of  action  practices)  to 
implement  the  Patent  Business  Goals.  See  Changes  to  Imple- 
ment the  Patent  Business  Goals,  Advance  Notice  of  Proposed 
Rulemaking,  63  FR  53498,  53516-17  (Oct.  5,  1998),  1215  Off. 
Gaz.  Pat.  Office  87.  104-05  (Oct.  27,  1998).  The  Office, 
however,  did  not  proceed  with  proposing  changes  to  §  1.103 
to  implement  a  "deferred  examination"  practice.  See  Changes 
to  Implement  the  Patent  Business  Goals.  Notice  of  Proposed 
Rulemaking,  64  FR  53772,  53775  (Oct.  4,  1999),  1228  Off. 
Gaz.  Pat.  Office  15,  18  (Nov.  2,  1999).  The  Office  is  now 
proceeding  with  changes  to  §  1.103  to  implement  a  "deferred 
examination"  practice. 

Section  1.103(d)  is  added  to  provide  for  deferral  of  examina- 
tion if  the  applicant  requests  deferred  examination  under  § 
1.103(d)  and  pays  the  publication  fee  set  forth  in  §  1.18(d) 
and  the  processing  fee  set  forth  in  §  1.1 7(i).  The  following 
conditions  must  also  be  met:  (1)  the  application  must  be  filed 
on  or  after  November  29,  2000  (or  be  an  application  for  which 
applicant  requests  voluntary  publication),  and  be  an  original 
(i.e.,  non-reissue)  utility  or  plant  application  filed  under  § 
1.53(b)  (i.e.,  not  a  continued  prosecution  application  under  § 
1.53(d))  or  an  application  resulting  from  entry  of  an  interna- 
tional application  into  the  national  stage  after  compliance  with 
§  1.494  or  §  1.495;  (2)  the  applicant  must  not  have  filed  a 
nonpublication  request  under  §   1.213(a),  or  have  filed  a 
request  under   §    1.213(b)   to   rescind   a  previously   filed 
nonpublication  request;  (3)  the  application  must  be  in  condi- 
tion for  publication  as  provided  in  §  1.211(c);  and  (4)  the 
Office  must  not  have  issued  either  an  Office  action  under  35 
U.S.C.  132  or  a  notice  of  allowance  under  35  U.S.C.  151. 

The  reasons  given  for  opposition  to  the  October  1998  proposal 
concerning  "deferred  examination"  were  that:  (1)  the  "deferred 
examination"  of  an  application  under  an  extended  suspension 
of  action  and  the  publication  of  an  application  under  such 
suspension  of  action  would  create  uncertainty  over  legal  rights; 
and  (2)  the  publication  provisions  of  such  a  suspension  of 
action  procedure  amount  to  an  eighteen-month  publication 
system  that  is  not  authorized  by  35  U.S.C.  122.  The  Office  is 
adopting  its  deferred  examination  proposal  because:  (1)  since 
the  deferral  of  examination  under  §  1.103(d)  is  limited  to 
three  years  from  the  earliest  filing  date  for  which  a  benefit  is 
claimed  under  title  35,  United  States  Code,  there  will  be  no 
greater  uncertainty  over  legal  rights  than  currently  exists  under 
reissue  or  continuing  apphcation  practice;  and  (2)  35  U.S.C. 
122(b)  now  provides  for  eighteen-month  publication  of  patent 
apphcations  (with  certain  exceptions). 

Section  1.104:  Section  1.104(a)  is  amended  by  eliminating  the 
provisions  concerning  the  circumstances  under  which  an 
examiner  will  consider  applications  to  be  copending  (§ 
1.104(a)(5)).  This  material  pertains  only  to  internal  instructions 
to  examiners  and  is  considered  appropriate  for  inclusion  in  the 
MPEP  rather  than  the  rules  of  practice. 


Section  1.104(d)  is  amended  to  provide  that  if  domestic  (U.S.) 
patent  application  publications  are  cited  by  the  examiner,  their 
publication  number,  publication  date,  and  the  names  of  the 
applicants  will  be  stated. 

Section  1.130:  Section  1.130(a)  is  amended  to  refer  to  pub- 
fished  applications  (as  well  as  patents).  Specifically,  §  1.130 
is  also  applicable  to  a  rejection  of  a  claim  in  an  application  or 
patent  under  reexamination  based  upon  a  patent  apphcation 
publication  in  the  situation  in  which  the  application  or  patent 
under  reexamination  and  the  published  application  are  cur- 
rently owned  by  the  same  party. 

Section  1.131:  Section  1.131(a)  is  amended  to  provide  that:  (1) 
the  effective  date  of  a  U.S.  patent,  U.S.  patent  application 
publication,  or  international  application  publication  under  PCT 
Article  21(2)  is  the  earlier  of  its  publication  date  or  the  date 
that  it  is  effective  as  a  reference  under  35  U.S.C.  102(e);  and 
(2)  prior  invention  may  not  be  established  under  §  1.131  if 
the  rejection  is  based  upon  either  a  U.S.  patent  or  a  U.S.  patent 
application  publication  of  a  pending  or  patented  application  to 
another  or  others  which  claims  the  same  patentable  invention 
as  defined  in  §  1.601(n). 

Section  1.132:  Section  1.132  is  revised  to  provide  that  when 
any  claim  of  an  application  or  a  patent  under  reexamination  is 
rejected  or  objected  to,  any  evidence  submitted  to  traverse  the 
rejection  or  objection  on  a  basis  not  otherwise  provided  for 
must  be  by  way  of  an  oath  or  declaration  under  this  section. 
This  adopts  the  long-standing  policy  that  any  oath  or  declara- 
tion not  otherwise  provided  for  is  considered  under  §  1.132. 
See  MPEP  716. 

Section  1.132  as  adopted  does  not  provide  that  an  oath  or 
declaration  may  not  be  submitted  under  §  1.132  to  traverse  a 
rejection  if  the  rejection  is  based  upon  a  U.S.  patent  or  a  U.S. 
patent  application  publication  of  a  pending  or  patented  appli- 
cation to  another  or  others  which  claims  the  same  patentable 
invention  as  defined  in  §  1.601(n).  If  an  oath  or  declaration 
is  submitted  under  §  1.132  to  traverse  a  rejection,  and  the 
rejection   is   based   upon   a  U.S.   patent   or  a  U.S.   patent 
application  publication  of  a  pending  or  patented  application  to 
another  or  others  which  claims  the  same  patentable  invention 
as  defined  in  §    1.601(n),  the  Office  will  consider  on  a 
case-by-case  basis  whether  the  oath  or  declaration  may  be 
considered  sufficient  to  overcome  the  rejection,  or  whether  the 
applicant  will  be  required  to  establish  priority  of  invention 
through  an  interference  proceeding. 

Section  1.137:  Section  1.137  is  amended  to:  (1)  make  its 
provisions  applicable  to  the  revival  of  a  terminated  reexami- 
nation proceeding;  (2)  provide  for  the  revival  of  an  apphcation 
abandoned  pursuant  to  35  U.S.C.  122(b)(2)(B)(ni)  for  failure 
to  timely  notify  the  Office  of  the  filing  of  an  apphcation  in  a 
foreign  country  or  under  a  multinational  treaty;  and  (3) 
reorganize  certain  provisions  for  clarity. 

Section  1.137  (including  its  heading)  is  amended  to  provide  for 
revival  of  ex  parte  reexamination  proceedings  terminated 
under  §  1.550(d),  for  revival  of  inter  partes  reexamination 
proceedings  terminated  under  §  1.957(b),  or  for  revival  of 
rejected  claims  terminated  under  §  1 .957(c)  in  an  inter  partes 
reexamination  proceeding  where  further  prosecution  has  been 
limited  to  claims  found  allowable  at  the  time  of  the  failure  to 
respond.  These  changes  to  §  1.137  were  discussed  in  the 
notice  of  proposed  rulemaking  to  implement  the  optional  inter 
partes  reexamination  provisions  of  the  American  Inventors 
Protection  Act  of  1999.  See  Rules  to  Implement  Optional  Inter 
Partes  Reexamination  Proceed  ings.  Notice  of  Proposed  Rule- 
making, 65  FR  18154  (Apr.  6,  2000),  1234  Off.  Gaz.  Pat. 
Office  93  (May  23,  2000). 

Specifically,  §  1.137(a)  is  amended  to  include  revival  of 
unavoidably  terminated  reexamination  proceedings.  The  un- 
avoidable delay  provisions  of  35  U.S.C.  133  are  imported  into 
and  are  applicable  to  reexamination  proceedings  by  35  U.S.C. 
305  and  314. 

See  In  re  Katrapat.  6  USPQ2d  1863  (Comm'r  Pats.  1988). 
Section  1.137(b)  is  amended  to  provide  for  revival  of  uninten- 
tionally terminated  reexamination  proceedings.  The  uninten- 
tional delay  fee  provisions  of  35  U.S.C.  41(a)(7)  are  imported 
into  and  are  apphcable  to  all  reexamination  proceedings  by  § 
4605  of  the  American  Inventors  Protection  Act  of  1999.  Note 
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that  these  changes  pertain  to  al]  reexaminations  (i.e.,  both  ex 
parte  reexaminations  filed  under  §  1.510  and  inter  partes 
reexaminations  filed  under  §  1.913)  and  become  effective  on 
November  29,  2000  (one  year  after  enactment  of  the  American 
Inventors  Protection  Act  of  1999). 

The  reconsideration  provisions  of  §  1.137  (formerly  § 
1.137(d),  and  §  1.137(e)  as  adopted)  are  amended  to  provide 
that  extensions  of  time  for  requesting  reconsideration  of  a 
decision  dismissing  or  denying  a  petition  requesting  revival  of 
a  terminated  reexamination  proceeding  under  §  1.137(a)  or 
§  1.137(b)  must  be  filed  under  §  1.550(c)  for  a  terminated 
ex  parte  reexamination  proceeding,  or  under  §  1.956  for  a 
terminated  inter  partes  reexamination  proceeding. 

Section  1.137(f)  provides  for  the  revival  of  an  application 
abandoned  for  failure  to  timely  notify  the  Office  of  a  foreign 
filing.  As  discussed  above,  if  an  applicant  makes  a  request 
(nonpublication  request)  upon  filing  with  the  appropriate  s 
certifications,  the  application  will  not  be  published  under  35 
U.S.C.  122(b)(1).  See  35  U.S.C.  122(b)(2)(B)(i).  An  applicant 
who  has  made  a  nonpublication  request  but  who  subsequently 
files  an  application  directed  to  the  invention  disclosed  in  the 
application  filed  in  the  Office  in  a  foreign  country,  or  under  a 
multilateral  international  agreement,  that  requires  eighteen- 
month  publication,  must  notify  the  Office  of  such  filing  within 
forty-five  days  after  the  date  of  such  fifing,  with  the  failure  to 
timely  provide  such  a  notice  to  the  Office  resulting  in  aban- 
donment of  the  application.  See  35  U.S.C.  122(b)(2)(B)(iii).  35 
U.S.C.  122(b)(2)(B)(iii),  however,  also  provides  that  an  appli- 
cation abandoned  as  a  result  of  the  failure  to  timely  provide 
such  a  notice  to  the  Office  is  subject  to  revival  if  the  "delay  in 
submitting  the  notice  was  unintentional."  See  id. 

35  U.S.C.  122(b)(2)(B)(iii)  provides  for  revival  only  on  the 
basis  of  unintentional  delay,  and  not  on  the  basis  of  unavoid- 
able delay.  Compare  35  U.S.C.  122(b)(2)(B)(iii)  ("delay  .  .  . 
was  unintentional")  with  35  U.S.C.  111(a)(4)  ("delay  .  .  .  was 
unavoidable  or  unintentional").  Therefore,  §  1.137(f)  pro- 
vides that  a  nonprovisional  application  abandoned  pursuant  to 
35  U.S.C.   122(b)(2)(B)(iii)  for  failure  to  timely  notify  the 
OflBce  of  the  filing  of  an  application  in  a  foreign  country  or 
under  a  multinational  treaty  that  requires  eighteen-month 
publication  may  be  revived  only  pursuant  to  §   1.137(b). 
Section  1.137(f)  also  provides  that  the  reply  requirement  of  § 
1.137(c)  is  met  by  the  notification  of  such  filing  in  a  foreign 
country  or  under  a  multinational  treaty,  but  the  filing  of  a 
petition  under  §  1.137  will  not  operate  to  stay  any  period  for 
reply  that  may  be  running  against  the  application.  Since  the 
Office  cannot  ascertain  whether  an  application  is  abandoned 
under  35  U.S.C.  122(b)(2)(B)(iii),  the  Office  may  continue  to 
process  and  examine  the  apphcation  until  the  applicant  notifies 
the  Office  that  the  application  is  abandoned.  Therefore,  § 
1.137(f)  provides  that  the  filing  of  a  petition  under  §  1.137  to 
revive  such  an  application  will  not  operate  to  stay  any  period 
for  reply  that  may  be  running  against  the  application. 

Section  1.137  is  also  amended  to  locate  the  "reply  require- 
ment" provisions  in  §  1.137(c),  rather  than  include  duplica- 
tive provisions  concerning  the  reply  requirement  in  each  of  § 
1.137(a)  and  (b).  Thus,  the  terminal  disclaimer  provisions  of 
§  1.137(c),  reconsideration  provisions  of  §  1.137(d),  and 
provisional  application  provisions  of  §  1.137(e)  are  moved  to 
§  1.137(d),  §  1.137(e),  and  §  1.137(g),  respectively.  In  addi- 
tion, §  1.137(c)  also  provides  that  in  an  application  abandoned 
for  failure  to  pay  the  publication  fee,  the  required  reply  must 
include  payment  of  the  publication  fee.  Thus,  even  if  an 
application  abandoned  for  failure  to  pay  the  publication  fee  is 
being  revived  solely  for  purposes  of  continuity  with  a  continu- 
ing application,  the  petition  to  revive  under  §  1.137  must 
include  payment  of  the  publication  fee  (unless  previously 
submitted). 

Section  1.137  is  also  amended  to  take  into  account  the 
provisions  of  35  U.S.C.  119(e)(3),  which  extend  the  pendency 
of  a  provisional  application  to  the  next  succeeding  secular  or 
business  day  if  the  day  that  is  twelve  months  after  the  filing 
date  of  the  provisional  application  falls  on  a  Saturday,  Sunday, 
or  Federal  holiday  within  the  District  of  Columbia. 

Section  1.138:  Section  1.138(a)  is  amended  to  add  "or  publi- 
cation" to  clarify  that  a  letter  of  express  abandonment  may  not 
be  recognized  by  the  Office  unless  it  is  actually  received  by 
appropriate  officials  in  time  to  act  before  the  date  of  publica- 
tion. 


Section  1.138(c)  is  added  to  provide  for  a  petition  for  express 
abandonment  to  avoid  pubfication.  Section  1.138(c)  provides 
that  an  applicant  seeking  to  abandon  an  application  to  avoid 
publication  of  the  application  (see  §  1.211(a)(1))  must  submit 
a  declaration  of  express  abandonment  by  way  of  a  petition 
including  the  fee  set  forth  in  §  1.17(h)  in  sufficient  time  to 
permit  the  appropriate  officials  to  recognize  the  abandoimient 
and  remove  the  application  from  the  pubhcation  process.  The 
petition  will  be  granted  when  it  is  recognized  in  sufficient  time 
to  avoid  publication  of  application  information  and  will  be 
denied  when  it  is  not  recognized  in  sufficient  time  to  avoid 
publication  of  application  information.  This  will  avert  the 
situation  in  which  an  applicant  files  a  letter  of  express 
abandonment  to  avoid  publication,  the  letter  of  express  aban- 
donment is  not  recognized  in  sufficient  time  to  avoid  publica- 
tion, upon  publication  the  applicant  wishes  to  rescind  the  letter 
of  express  abandonment,  and  the  Office  cannot  revive  the 
application  (once  the  letter  of  express  abandonment  is  recog- 
nized) because  the  application  was  expressly  and  intentionally 
abandoned  by  the  applicant. 

As  discussed  above,  the  publication  process  is  a  fourteen-week 
process,  and  the  applicant  should  expect  that  the  petition  will 
not  be  granted  and  the  application  will  be  published  in  regular 
course  unless  such  declaration  of  express  abandonment  and 
petition  are  received  by  the  appropriate  officials  more  than  four 
weeks  prior  to  the  projected  date  of  pubhcation. 

Section  1.165:  Section  1.165(b)  is  amended  to  provide  that  if 
plant  application  drawings  include  a  color  drawing  or  photo- 
graph, a  black  and  white  photocopy  that  accurately  depicts,  to 
the  extent  possible,  the  subject  matter  shown  in  the  color 
drawing  or  photograph  must  be  submitted. 

Section  1.211:  Sections  1.211,  1.213,  1.215,  1.217,  1.219,  and 
1.221  are  added  to  provide  for  the  pre-grant  publication  of 
applications  under  35  U.S.C.  122(b). 

Section  1.211(a)  provides  that  (with  certain  exceptions)  each 
U.S.  national  application  for  patent  filed  in  the  OflBce  under  35 
U.S.C.  111(a)  and  each  international  application  in  compliance 
with  35  U.S.C.  371  will  be  published  promptly  after  the 
expiration  of  a  period  of  eighteen  months  from  the  earliest 
filing  date  for  which  a  benefit  is  sought  under  title  35,  United 
States  Code. 

Section  1.211(a)(1)  provides  that  the  OflBce  will  not  publish 
applications  that  are  recognized  as  no  longer  pending.  The 
phrase  "recognized  by  the  Office  as  no  longer  pending"  covers 
the  situation  in  which  the  period  for  reply  (either  the  shortened 
statutory  period  or  the  maximum  extendable  period  for  reply) 
to  an  Office  action  has  expired,  but  the  Office  has  not  yet 
entered  the  change  of  status  (to  abandoned)  of  the  application 
in  the  PALM  system  and  mailed  a  notice  of  abandonment.  An 
application  will  remain  in  the  publication  process  until  the 
PALM  system  indicates  that  the  application  is  abandoned. 
Obviously,  once  the  PALM  system  indicates  that  an  application 
is  abandoned,  the  Office  will  attempt  to  remove  the  application 
from  the  publication  process  and  avoid  dissemination  of 
application  information.  How  much  dissemination  of  applica- 
tion information  can  be  avoided  depends  upon  how  close  it  is 
to  the  publication  date  when  the  Office  recognizes  the  appli- 
cation as  abandoned.  Unless  an  applicant  has  received  a  notice 
of  abandonment,  an  applicant  who  wants  to  abandon  the 
application  to  avoid  publication  must  file  a  petition  under  § 
1.138(c)  to  expressly  abandon  the  application  and  avoid 
publication.  An  applicant  permitting  an  application  to  become 
abandoned  (for  failure  to  reply  to  an  Office  action)  to  avoid 
publication  by  passively  waiting  for  the  Office  to  recognize 
that  the  application  has  become  abandoned  must  bear  the  risk 
that  the  Office  will  not  recognize  that  the  application  has 
become  abandoned  and  change  the  status  of  the  application  in 
the  PALM  system  in  sufficient  time  to  avoid  publication. 

Section  1.211(a)(2)  provides  that  the  Office  will  not  pubfish 
applications  that  are  national  security  classified  (see  §  5.2(c)), 
subject  to  a  secrecy  order  under  35  U.S.C.  181,  or  under 
national  security  review. 

Section  1.211(a)(3)  provides  that  the  Office  will  not  pubfish 
applications  that  have  issued  as  patents  in  sufficient  time  to  be 
removed  from  the  publication  process.  If  the  pre-grant  publi- 
cation process  coincides  with  the  patent  issue  process,  the 
Office  will  continue  with  the  pre-grant  publication  process 


March  2,  2004 


U.S.  PATENT  AND  TRADEMARK  OFFICE 


1280  OG  251 
(128) 


until  a  patent  actually  issues.  This  is  because  there  are  many 
instances  in  which  the  Office  mails  a  notice  of  allowance  (§ 
1.311)  in  an  application  but  the  application  does  not  issue  as  a 
patent  in  regular  course  (abandonment  due  to  failure  to  pay  the 
issue  fee,  or  withdrawal  from  issue  either  sua  sponte  by  the 
Office  or  on  petition  of  the  appUcant).  Therefore,  the  Office 
will  not  discontinue  the  pre-grant  pubhcation  process  until  a 
patent  has  actually  issued.  Since  the  Office  cannot  discontinue 
the  pre-grant  publication  process  during  the  last  two  weeks  of 
the  publication  process,  this  will  result  in  a  few  applications 
being  issued  as  patents  and  subsequently  being  published  as 
patent  apphcation  publications.  The  Office  will  refund  the 
publication  fee  (if  paid)  if  the  application  is  not  published  as  a 
patent  application  pubhcation,  but  will  not  refund  the  pubhca- 
tion fee  if  the  application  is  pubUshed  as  a  patent  apphcation 
publication,  even  if  it  is  published  after  the  patent  issues. 

Section  1.211(a)(4)  also  provides  that  the  Office  will  not 
publish  applications  that  were  filed  with  a  nonpubhcation 
request  in  compliance  with  §  1.213(a). 

Section  1.211(b)  provides  that  provisional  applications  under 
35  U.S.C.  111(b)  shall  not  be  pubhshed.  Section  1.211(b)  also 
provides  that  design  apphcations  under  35  U.S.C.  chapter  16 
and  reissue  applications  under  35  U.S.C.  chapter  25  shall  not 
be  pubhshed  under  §  1.211.  Provisional  applications  under 
35  U.S.C.  111(b)  and  design  applications  under  35  U.S.C. 
chapter  16  are  excluded  from  the  pre-grant  pubhcation  provi- 
sions of  35  U.S.C.  122(b).  Se_e  35  U.S.C.  122(b)(2)(A)(iii)  and 
(iv).  Reissue  apphcations  under  35  U.S.C.  chapter  25  are  not 
maintained  in  confidence  under  35  U.S.C.  122(a).  See  § 
1.11(b). 

Section  1.211(c)  provides  that  the  Office  will  not  pubUsh  an 
application  filed  under  35  U.S.C.  111(a)  until  it  includes  the 
basic  filing  fee,  an  English  translation  if  in  a  language  other 
than  Enghsh,  and  an  executed  oath  or  declaration.  Section 
1.211(c)  also  provides  that  publishing  may  be  delayed  until  the 
application  includes  a  specification  having  papers  in  compU- 
ance  with  §  1.52  and  an  abstract  (§  1.72(b)),  drawings  in 
comphance  with  §  1.84,  and  a  sequence  listing  in  compliance 
with  §§  1.821  through  1.825  (if  apphcable),  and  until  any 
petition  under  §  1.47  is  granted.  That  is,  if  an  apphcation  does 
not  contain  the  application  content  on  papers  or  drawings  of 
sufficient  quality  to  create  a  patent  application  pubhcation  by 
eighteen  months  from  its  earliest  claimed  filing  date,  the  Office 
wiU  pubhsh  the  apphcation  as  soon  as  practical  after  these 
deficiencies  are  corrected. 

Section  1.211(d)  provides  that  the  Office  may  refuse  to  pubhsh 
an  application,  or  to  include  a  portion  of  an  apphcation  in  the 
patent  apphcation  publication  (§  1.215),  if  publication  of  the 
application  or  portion  thereof  would  violate  Federal  or  state 
law,  or  if  the  application  or  portion  thereof  contains  offensive 
or  disparaging  material.  A  similar  provision  exists  in  PCT 
practice,  in  that  the  International  Bureau  (IB)  may  omit 
expressions  or  drawings  in  an  international  application  from  its 
publications  if  the  expressions  or  drawings  are  contrary  to 
morality  or  public  order,  or  contain  disparaging  statements. 
See  PCT  Article  21(6)  and  Rule  9. 

Section  1.211(e)  provides  that  the  pubhcation  fee  set  forth  in 
§  1.18(d)  must  be  paid  in  each  application  published  under 
this  section  before  the  patent  will  be  granted,  but  does  not 
require  that  the  publication  fee  be  paid  prior  to  publication.  If 
an  apphcation  is  subject  to  pubhcation  under  this  section,  the 
sum  specified  in  the  notice  of  allowance  under  §  1.311  will 
also  include  the  publication  fee  which  must  be  paid  within 
three  months  from  the  date  of  maihng  of  the  notice  of 
allowance  to  avoid  abandonment  of  the  apphcation.  This 
three-month  period  is  not  extendable.  If  the  apphcation  is  not 
pubhshed  under  this  section,  the  pubhcation  fee  (if  paid)  will 
be  refunded. 

Section  1.213:  Section  1.213  implements  the  provisions  of  35 
U.S.C.  122(b)(2)(B)(i)-(iii).  An  apphcant  may  request  that  the 
application  not  be  published  under  35  U.S.C.  122(b)  and  § 
1.211  if  the  invention  disclosed  in  an  application  has  not  been 
and  will  not  be  the  subject  of  an  application  filed  in  another 
country,  or  under  a  multilateral  international  agreement,  that 
requires  publication  of  applications  eighteen  months  after 
filing.  Section  1.213(a)  requires  that  a  request  that  an  apphca- 
tion not  be  pubhshed  under  35  U.S.C.  122(b)  (nonpubhcation 
request)  must:  (1)  be  submitted  with  the  apphcation  upon 


filing;  (2)  state  in  a  conspicuous  manner  that  the  application  is 
not  to  be  pubhshed  under  35  U.S.C.  122(b);  (3)  contain  a 
certification  that  the  invention  disclosed  in  the  application  has 
not  been  and  will  not  be  the  subject  of  an  application  filed  in 
another  country,  or  under  a  multilateral  agreement,  that  re- 
quires publication  at  eighteen  months  after  filing;  and  (4)  be 
signed  in  compliance  with  §  1.33(b).  The  requirement  that  a 
nonpubhcation  request  be  submitted  "upon  filing"  is  a  require- 
ment of  statute  (35  U.S.C.  122(b)(2)(B)(i)),  and,  as  such,  the 
Office  must  deny  any  petition  requesting  a  waiver  of  this 
provision  of  §  1.213(a). 

Section  1.213(b)  provides  that  the  applicant  may  rescind  a 
nonpubhcation     request     at    any     time.     See     35     U.S.C. 
122(b)(2)(B)(ii).  Section  1.213(b)  also  provides  that  a  request 
to  rescind  a  nonpubhcation  request  under  §  1.213(a)  must: 
(1)  identify  the  apphcation  to  which  it  is  directed  (§  1.5);  (2) 
state   in   a  conspicuous   manner  that  the  request  that   the 
apphcation  is  not  to  be  published  under  35  U.S.C.  122(b)  is 
rescinded;  and  (3)  be  signed  in  comphance  with  §  1.33(b). 
Once  a  request  under  §  1.213(b)  to  rescind  a  nonpubhcation 
request  is  filed  and  processed  by  the  Office,  the  application  will 
be  scheduled  for  publication  in  accordance  with  §  1.211(a). 

Section  1.213(c)  reiterates  the  provisions  of  35  U.S.C. 
122(b)(2)(B)(iu).  Section  1.213(c)  specificaUy  states  that  if  an 
applicant  who  has  submitted  a  nonpubhcation  request  under 
§  1.213(a)  subsequently  files  an  application  directed  to  the 
invention  disclosed  in  the  application  in  which  the  nonpubh- 
cation request  was  submitted  in  another  country,  or  under  a 
multilateral  international  agreement,  that  requires  publication 
of  applications  eighteen  months  after  filing,  the  applicant  must 
notify  the  Office  of  such  filing  within  forty-five  days  after  the 
date  of  the  fihng  of  such  foreign  or  international  apphcation. 
The  failure  to  timely  notify  the  Office  of  the  filing  of  such 
foreign  or  international  application  shall  result  in  abandonment 
of  the  application  in  which  the  nonpubhcation  request  was 
submitted.  See  35  U.S.C.  122(b)(2)(B)(iu). 

Section  1.215:  Section  1.215(a)  indicates  that  the  publication 
of  an  application  under  35  U.S.C.  122(b)  shall  include  a  patent 
application  publication.  The  Office  will  not  mail  a  paper  copy 
of  the  patent  apphcation  pubhcation  to  the  applicant,  but  will 
mail  a  notice  to  the  applicant  indicating  that  the  apphcation  has 
been  pubhshed. 

Section  1.215(a)  also  provides  that  the  date  of  publication  shall 
be  indicated  on  the  patent  application  publication. 

Section  1.215(a)  also  provides  that  (except  as  discussed  below 
in  §  1.215(c))  the  patent  application  publication  will  be  based 
upon  the  application  papers  deposited  on  the  filing  date  of  the 
application,  except  for  preliminary  amendments,  as  weU  as  the 
executed  oath  or  declaration  submitted  to  complete  the  appli- 
cation, and  any  application  papers  or  drawings  submitted  in 
reply  to  a  preexamination  notice  requiring  a  title  and  abstract 
in  compliance  with  §  1.72,  application  papers  in  compliance 
with  §  1.52,  drawings  in  comphance  with  §  1.84,  or  a 
sequence  listing  in  compliance  with  §§   1.821  through 
1.825. 


That  is,  the  patent  application  publication  will  not  reflect  the 
application  as  it  was  amended  during  the  examination  process, 
but  wiU  only  reflect  the  application  as  recorded  in  the  Office's 
PACR  database. 


Section  1.215(b)  provides  a  mechanism  by  which  applicants 
may  have  assignee  information  (the  name  and  address  of  the 
assignee  of  the  entire  right,  title,  and  interest  in  an  apphcation) 
included  on  the  patent  apphcation  publication.  To  have  as- 
signee information  included  on  the  patent  application  publica- 
tion, the  apphcant  must  include  the  assignee  information  on  the 
application  transmittal  sheet  or  the  application  data  sheet  under 
§  1.76.  Providing  assignee  information  on  the  application 
transmittal  sheet  or  the  application  data  sheet  will  be  treated  as 
an  indication  that  the  assignee  information  is  being  provided 
for  inclusion  on  the  patent  application  publication.  Providing 
assignee  information  on  the  application  transmittal  sheet  or  the 
application  data  sheet  does  not  substitute  for  comphance  with 
any  requirement  of  37  CFR  part  3  to  have  an  assignment 
recorded  by  the  Office. 
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If  applicant  wants  to  submit  assignee  information  for  inclusion 
on  the  patent  application  publication  after  filing  (i.e.,  after  the 
application  transmittal  sheet  or  the  application  data  sheet  has 
been  filed),  applicant  must  file  a  supplemental  appUcation  data 
sheet  (§  1.76)  containing  the  assignee  information.  This 
applies  to  changes  to  previously  submitted  assignee  informa- 
tion, as  well  as  assignee  information  being  provided  for  the 
first  time.  Nevertheless,  assignee  information  may  not  be 
included  on  the  patent  application  publication  unless  this 
information  is  provided  on  the  application  transmittal  sheet  or 
application  data  sheet  included  with  the  application  on  filing. 

Section  1.215(c)  provides  a  mechanism  by  which  applicants 
may  have  the  patent  application  publication  reflect  the  appli- 
cation as  amended  during  the  examination  process  (rather  than 
the  application  information  as  recorded  in  the  Office's  PACR 
database).  Section  1.215(c)  provides  that  the  Office  will  use  an 
applicant-supplied  copy  of  the  application  (specification,  draw- 
ings, and  oath  or  declaration),  provided  that:  (1)  the  copy  is  in 
compliance  with  the  Office  electronic  filing  system  (EFS) 
requirements;  and  (2)  the  EFS  copy  is  filed  within  one  month 
of  the  actual  filing  date  of  the  application  or  fourteen  months 
of  the  earliest  filing  date  for  which  a  benefit  is  sought, 
whichever  is  later. 

The  fourteen-month  period  differs  from  the  sixteen-month 
period  provided  in  §  1.217  for  submitting  a  redacted  copy  of 
an  application  because  the  sixteen-month  period  provided  in 
§  1.217  is  not  based  upon  the  fourteen- week  publication 
cycle     but     is     provided     for     by     statute     (35     U.S.C. 
122(b)(2)(B)(v)). 

Section  1.215(d)  provides  that  if  the  copy  of  the  application 
does  not  comply  with  the  Office  EFS  requirements,  the  Office 
will  publish  the  application  based  upon  the  application  records 
in  the  Office's  PACR  database  (as  provided  in  §  1.215(a)).  If, 
however,  the  Office  has  not  started  the  publication  process,  the 
Office  may  use  an  untimely  filed  copy  of  the  application 
supplied  by  the  applicant  under  §  1.215(c)  in  creating  the 
patent  application  publication. 

Section  1.217:  Section  1.217(a)  implements  the  provisions  of 
35  U.S.C.  122(b)(2)(B)(v),  and  provides  that  if  an  applicant 
has  filed  applications  in  one  or  more  foreign  countries,  directly 
or  through  a  multilateral  international  agreement,  and  such 
foreign-filed  applications  or  the  description  of  the  invention  in 
such  foreign-filed  applications  is  less  extensive  than  the 
application  or  description  of  the  invention  in  the  application 
filed  in  the  Office,  the  applicant  may  submit  a  redacted  copy  of 
the  application  filed  in  the  Office  for  publication,  eliminating 
any  part  or  description  of  the  invention  that  is  not  also 
contained  in  any  of  the  corresponding  applications  filed  in  a 
foreign  country.  Section  1.217(a)  also  provides  that  the  Office 
will  pubhsh  the  application  as  provided  in  §  1.215(a)  unless 
the  applicant  files  a  redacted  copy  of  the  application  in 
compliance  with  §  1.217  within  sixteen  months  after  the 
earliest  filing  date  for  which  a  benefit  is  sought  under  title  35, 
United  States  Code.  This  sixteen-month  period  is  provided  by 
statute  (35  U.S.C.  122(b)(2)(B)(v)),  and  as  such,  requests  for 
waiver  of  this  sixteen-month  period  will  be  denied. 

As  discussed  above,  this  sixteen-month  period  provided  in  § 
1.217  differs  from  the  fourteen-month  period  provided  in  § 
1.215(c)  because  the  sixteen-month  period  provided  in  § 
1.217  is  not  based  upon  the  fourteen-week  publication  cycle 
but  is  provided  for  by  statute  (35  U.S.C.  122(b)(2)(B)(v)).  If  a 
redacted  copy  of  an  application  is  submitted  in  compliance 
with  §  1.217  but  later  than  four  months  prior  to  the  projected 
publication  date,  the  Office  will  be  required  to  reprocess  the 
patent  application  publication  (for  which  assembly  will  have 
already  started)  using  the  redacted  copy  of  the  application 
provided  by  applicant. 

Section  1.217(b)  provides  that  the  redacted  copy  of  the 
application  must  be  submitted  in  compliance  with  the  Office 
EFS  requirements.  Section  1.217(b)  also  provides  that  the  title 
of  the  invention  in  the  redacted  copy  of  the  application  must 
correspond  to  the  title  of  the  application  at  the  time  the 
redacted  copy  of  the  application  is  submitted  to  the  Office. 
The  Office  uses  the  title  of  the  invention  (among  other 
information)  as  provided  in  an  EFS  copy  of  an  application  to 
confirm  the  identity  of  the  application  for  which  the  EFS  copy 
is  submitted.  Thus,  if  a  portion  of  the  title  has  been  redacted 
such  that  the  title  (as  redacted)  in  the  EFS  copy  of  the 


application  is  different  from  the  title  of  the  invention  for  the 
application  as  shown  in  PALM,  it  will  appear  that  the  redacted 
EFS  copy  of  the  application  incorrectly  identifies  the  applica- 
tion for  which  the  redacted  EFS  copy  is  submitted.  If  an 
applicant  wants  to  redact  a  portion  of  the  title,  the  applicant 
must  first  submit  an  amendment  to  the  title  of  the  invention 
such  that  it  will  correspond  to  the  title  as  redacted.  Section 
1.217(b)  also  provides  that  if  the  redacted  copy  of  the 
application  does  not  comply  with  the  Office  EFS  requirements, 
the  Office  will  publish  the  apphcation  based  upon  the  unre- 
dacted  records  in  the  Office's  PACR  database. 

Section  1.217(c)  provides  that  the  applicant  must  also  concur- 
rently submit  in  paper  (§  1.52(a))  to  be  filed  in  the  applica- 
tion: (1)  a  certified  copy  of  each  foreign-filed  appUcation  that 
corresponds  to  the  application  for  which  a  redacted  copy  is 
submitted;  (2)  a  translation  of  each  such  foreign-filed  applica- 
tion that  is  in  a  language  other  than  English,  and  a  statement 
that  the  translation  is  accurate;  (3)  a  marked-up  copy  of  the 
application  showing  the  redactions  in  brackets;  and  (4)  a 
certification  that  the  redacted  copy  of  the  application  elimi- 
nates only  the  part  or  description  of  the  invention  that  is  not 
contained  in  any  application  filed  in  a  foreign  country,  directly 
or  through  a  multilateral  international  agreement,  that  corre- 
sponds to  the  application  filed  in  the  Office.  The  provisions  of 
§  1.217(c)  are  designed  to  ensure  that  any  patent  application 
publication  based  upon  a  redacted  copy  of  an  application 
contains  the  parts  and  description  of  the  invention  contained  in 
any  of  the  corresponding  applications  filed  in  a  foreign 
country. 

Section  1.217(d)  provides  a  mechanism  for  obtaining  an 
appropriately  redacted  copy  of  the  application  contents  to 
provide  to  members  of  the  public  requesting  a  copy  of  the  file 
wrapper  and  contents  of  the  application.  Section  1.217(d) 
provides  that  the  Office  will  provide  a  complete  unredacted 
copy  of  the  file  wrapper  and  contents  of  an  application  for 
which  a  redacted  copy  was  submitted  under  §  1.217  (upon 
payment  of  a  fee)  unless  the  applicant  complies  with  the 
requirements  of  §  1.217(d).  Since  the  processing  required  to 
provide  redacted  copies  of  the  application  content  is  the  result 
of  an  applicant  choosing  to  submit  a  redacted  copy  under  § 
1.217,  it  is  appropriate  to  require  the  applicant  to  timely 
provide  appropriate  redacted  copies  of  Office  correspondence 
and  applicant  submissions,  and  to  pay  a  processing  fee  for  the 
special  handling  required  for  these  papers,  should  the  applicant 
wish  to  maintain  the  redacted  portions  of  the  application  in 
confidence  prior  to  the  grant  of  a  patent. 

Section  1.217(d)(1)  provides  that  the  applicant  must  accom- 
pany the  submission  required  by  §  1.217(c)  with:  (1)  a  copy 
of  any  Office  correspondence  previously  received  by  applicant 
including  any  desired  redactions,  and  a  second  copy  of  all 
Oflice  correspondence  previously  received  by  applicant  show- 
ing the  redacted  material  in  brackets;  and  (2)  a  copy  of  each 
submission  previously  filed  by  the  applicant  including  any 
desired  redactions,  and  a  second  copy  of  each  submission 
previously  filed  by  the  applicant  showing  the  redacted  material 
in  brackets.  Section  1.217(d)(2)  provides  that  the  applicant 
must  also:  (1)  within  one  month  of  the  date  of  mailing  of  any 
correspondence  from  the  Office,  file  a  copy  of  such  Office 
correspondence  including  any  desired  redactions,  and  a  second 
copy  of  such  Office  correspondence  showing  the  redacted 
material  in  brackets;  and  (2)  with  each  submission  by  the 
applicant,  include  a  copy  of  such  submission  including  any 
desired  redactions,  and  a  second  copy  of  such  submission 
showing  the  redacted  material  in  brackets.  Section  1.217(d)(3) 
provides  that  each  submission  under  §  1.217(d)(1)  or  § 
1.217(d)(2)  must  also  be  accompanied  by  the  processing  fee 
set  forth  in  §  1.17(i)  and  a  certification  that  the  redactions  are 
limited  to  the  elimination  of  material  that  is  relevant  only  to  the 
part  or  description  of  the  invention  that  is  not  contained  in  the 
redacted  copy  of  the  application  submitted  for  publication.  If 
the  applicant  fails  to  comply  with  these  requirements,  the 
Office  will  provide  a  complete  unredacted  copy  of  the  file 
wrapper  and  contents  of  the  application  to  any  member  of  the 
public  (upon  payment  of  a  fee). 

Section  1.217(e)  provides  that  the  certificate  of  mailing  or 
transmission  procedures  set  forth  in  provisions  of  §  1.8  do 
not  apply  to  the  time  periods  set  forth  in  §  1.217. 

Section  1.219:  Section  1.219  implements  the  provisions  of  35 
U.S.C.  122(b)(1)  that  authorize  (but  do  not  require)  the  Office 
to  publish  earlier  than  at  the  eighteen-month  period  set  forth  in 
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35  U.S.C.  122(b)(1)  at  the  request  of  the  applicant.  Section 
1.219  provides  that  any  request  for  early  publication  must  be 
accompanied  by  the  publication  fee  set  forth  in  §  1.18(d). 
Section  1.219  provides  that  if  the  applicant  does  not  submit  a 
copy  of  the  application  in  compliance  with  the  Office  EFS 
requirements,  the  Office  will  publish  the  application  based 
upon  the  application  records  in  the  Office's  PACR  database  (as 
provided  in  §  1.215(a)).  Section  1.219  also  provides  that  no 
consideration  will  be  given  to  requests  for  publication  on  a 
certain  date  (which  includes  a  request  that  certain  applications 
be  published  on  the  same  date),  and  such  requests  will  be 
treated  as  a  request  for  pubUcation  as  soon  as  possible. 

Section  1.221:  Section  1.221  provides  for  voluntary  publica- 
tion of  applications  tiled  before,  but  pending  on,  November  29, 
2000,  and  for  requests  for  republication  of  applications  previ- 
ously published  under  §  1.211.  Applicants  may  request 
repubhcation  of  an  application  under  §  1.221  to  obtain  a 
patent  appUcation  publication  that:  (1)  corrects  immaterial 
errors  or  errors  not  the  result  of  Office  mistake;  or  (2)  reflects 
the  application  as  amended  during  prosecution  of  the  applica- 
tion. 

Section  1.221(a)  provides  that  a  request  for  voluntary  publi- 
cation or  republication  must  include  a  copy  of  the  application 
in  comphance  with  the  Office  EFS  requirements  and  be 
accompanied  by  the  publication  fee  set  forth  in  §  1.18(d)  and 
the  processing  fee  set  forth  in  §  1.17(i). 

Voluntary  publication  or  republication  of  applications  is  not 
mandated  by  35  U.S.C.  122(b)(1).  Thus,  if  a  request  for 
voluntary  publication  or  republication  does  not  comply  with 
the  requirements  of  §  1.221,  or  the  copy  of  the  application 
does  not  comply  with  the  Office  EFS  requirements,  the  Office 
will  not  publish  the  application  based  upon  the  application 
records  in  the  Office's  PACR  database  (as  provided  in  § 
1.215(a)).  Rather,  the  Office  will  simply  not  publish  the 
application  and  will  refund  the  publication  fee  (but  not  the 
processing  fee). 

Section  1.221(b)  provides  that  the  Office  will  grant  a  request 
for  a  corrected  or  revised  patent  application  publication  other 
than  as  provided  in  §  1.221(a)  only  when  the  Office  makes  a 
material  mistake  which  is  apparent  from  Office  records.  The 
phrase  "material  mistake"  means  a  mistake  that  affects  the 
public's  ability  to  appreciate  the  technical  disclosure  of  the 
patent  appUcation  publication  or  determine  the  scope  of  the 
provisional  rights  that  an  applicant  may  seek  to  enforce  upon 
issuance  of  a  patent  (e.g.,  error  in  the  claims,  serious  error  in 
a  portion  of  the  written  description  or  drawings  that  is 
necessary  to  support  the  claims).  The  Office  will  permit 
applicants  to  review  the  bibliographic  information  contained  in 
the  Office's  PALM  database  via  its  PAIR  system.  Therefore, 
applicants  are  expected  to  review  that  information  and  bring 
errors  to  the  Office's  attention  at  least  fourteen  weeks  before 
the  projected  date  of  publication.  Section  1.221(b)  also  pro- 
vides that  any  request  for  a  corrected  or  revised  patent 
application  publication  other  than  as  provided  in  §  1.221(a) 
must  be  filed  within  two  months  from  the  date  of  the  patent 
application  pubUcation,  and  that  this  period  is  not  extendable. 

Section  1.291:  Section  1.291(a)(1)  implements  the  provisions 
of  35  U.S.C.  122(c),  which  specify  that  the  Office  shall 
establish  appropriate  procedures  to  ensure  that  no  protest  or 
other  form  of  pre-issuance  opposition  to  the  grant  of  a  patent 
may  be  initiated  after  publication  of  the  appUcation  without  the 
applicant's  express  written  consent.  Section  1.291  is  amended 
to  provide  that  a  protest  must  be  submitted  prior  to  the  date  the 
application  was  pubUshed  or  the  mailing  of  a  notice  of 
allowance  under  §  1.311,  whichever  occurs  first. 

Section  1.292:  Section  1.292(b)(3)  is  amended  to  require  that 
any  petition  to  institute  a  public  use  proceeding  be  submitted 
prior  to  the  date  the  application  was  pubUshed  or  maiUng  of  a 
notice  of  allowance  under  §  1.311,  whichever  occurs  first. 

Section  1.311:  Section  1.311(a)  is  amended  to  provide  that  the 
sum  specified  in  the  notice  of  allowance  may  (in  addition  to  the 
issue  fee)  also  include  the  publication  fee,  in  which  case  the 
issue  fee  and  pubUcation  fee  (§  1.211(f))  must  both  be  paid 
within  three  months  from  the  date  of  maiUng  of  the  notice  of 
allowance  to  avoid  abandonment  of  the  application.  Section 
1.311(a)  is  also  amended  to  provide  that  this  three-month 
period  is  not  extendable.  Section   1.311(b)  is  amended  to 


provide  that  an  authorization  to  charge  any  of  the  post- 
allowance  fees  set  forth  in  §  1 .  18  to  a  deposit  account  may  be 
filed  in  an  individual  appUcation  only  after  maiUng  of  the 
notice  of  allowance. 

Section  1.417:  Section  1.417  is  added  to  provide  for  the 
submission  of  international  publications  or  English  language 
translations  of  international  applications  pursuant  to  35  U.S.C. 
154(d)(4).  This  section  sets  forth  the  requirements  for  the  filing 
of  an  English  language  international  publication  or  translation 
of  an  international  application  in  order  to  ensure  proper 
handling  by  the  Office.  Section  1.417  provides  that  such  a 
submission  must  clearly  identify  the  international  application 
to  which  it  pertains  under  §  1.5(a),  and  unless  it  is  being 
submitted  pursuant  to  §  1.494  or  §  1.495,  must  be  clearly 
identified  as  a  submission  pursuant  to  35  U.S.C.  154(d)(4). 
Failure  to  properly  identify  such  submissions  will  result  in  the 
English  language  international  publication  or  translation  of  the 
international  appUcation  being  processed  as  the  fiUng  of  a 
national  application  under  35  U.S.C.  111(a).  Additionally, 
failure  to  properly  identify  the  international  publication  or 
translation  as  a  submission  under  35  U.S.C.  154(d)(4)  may 
cause  the  Office  to  be  unable  to  properly  track  or  retrieve  the 
international  publication  or  translation  in  relation  to  its  inter- 
national application  number.  Section  1.417  also  provides  that 
such  submissions  should  be  marked  "Box  PCT." 

The  submission  of  an  international  publication  or  translation  of 
an  international  application  for  the  purposes  of  national  stage 
entry  in  accordance  with  §  1.494  or  §  1.495  may  also  be 
relied  upon  as  the  submission  for  the  purposes  of  35  U.S.C. 
154(d)(4).  Likewise,  an  earlier  filed  international  publication 
or  translation  (submitted  for  the  purposes  of  35  U.S.C. 
154(d)(4)  and  properly  identified  as  such)  may  also  be  relied 
upon  for  the  purpose  of  satisfying  the  requirement  of  35  U.S.C. 
371(c)(2).  If  applicant  intends  to  rely  on  such  an  earUer  filed 
international  publication  or  translation,  the  submission  of 
documents  under  §  1 .494(f)  and  §  1 .495(g)  should  include 
an  indication  that  the  international  pubUcation  or  translation 
has  been  previously  submitted  for  the  purposes  of  35  U.S.C. 
154(d)(4)  to  avoid  the  maiUng  of  either  a  Notice  of  Abandon- 
ment (PCT/DO/EO/909)  indicating  that  a  copy  of  the  interna- 
tional appUcation  was  not  timely  filed,  or  a  Notice  of  Missing 
Requirements  (PCT/DO/EO/905)  indicating  that  a  translation 
of  the  international  application  is  required.  While  (as  discussed 
above)  applicants  may  rely  on  an  earlier  filed  international 
pubUcation  or  translation  for  the  purposes  of  national  stage 
entry  and  processing,  the  Office  strongly  recommends  that  a 
second  copy  of  the  international  publication  or  translation  be 
included  with  the  initial  national  stage  papers  in  order  to 
ensure  the  integrity  of  the  first  submitted  international  publi- 
cation or  translation.  Otherwise,  processing  of  the  national 
stage  application  may  result  in  the  alteration  of  the  originally 
filed  international  publication  or  translation  through,  e.g.,  the 
entry  of  amendments. 

Section  1.494:  Section  1.494(f)  is  amended  to  exempt  a  copy 
of  the  international  pubUcation  or  translation  of  the  interna- 
tional application  identified  as  provided  in  §  1.417  from  the 
documents  that  must  be  clearly  identified  as  a  submission  to 
enter  the  national  stage  under  35  U.S.C.  371  to  avoid  being 
considered  a  submission  under  35  U.S.C.  111(a). 

Section  1.495:  Section  1.495(g)  is  amended  to  exempt  a  copy 
of  the  international  publication  or  translation  of  the  interna- 
tional appUcation  identified  as  provided  in  §  1.417  from  the 
documents  that  must  be  clearly  identified  as  a  submission  to 
enter  the  national  stage  under  35  U.S.C.  371  to  avoid  being 
considered  a  submission  under  35  U.S.C.  111(a). 

Part  5: 

Section  5.1:  Section  5.1(e)  is  amended  to  implement  the 
provisions  of  35  U.S.C.  122(d),  which  specify  that  the  appli- 
cation wiU  not  be  pubUshed  under  35  U.S.C.  122(b)(1)  if 
pubUcation  or  disclosure  of  the  application  would  be  detrimen- 
tal to  national  security.  Section  5.1(e)  provides  that  an  appli- 
cation under  national  security  review  will  not  be  published  at 
least  until  six  months  from  its  filing  date  or  three  months  from 
the  date  the  application  was  referred  to  a  defense  agency, 
whichever  is  later.  These  are  the  current  national  security 
review  screening  time  frames  for  foreign  filing  license  pur- 
poses. Section  5.1(e)  also  provides  that  a  national  security 
classified  patent  application  will  not  be  published  under  § 
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1.211  of  this  chapter  or  allowed  under  §  1.311  of  this  chapter 
until  the  application  is  declassified  and  any  secrecy  order  under 
§  5.2(a)  has  been  rescinded. 

Response  to  comments:  The  Office  received  twenty-one 
written  comments  (from  Intellectual  Property  Organizations, 
Businesses,  Law  Firms,  Patent  Practitioners,  and  others)  in 
response  to  the  notice  of  proposed  rulemaking.  Comments 
generally  in  support  of  a  change  are  not  discussed.  The 
comments  and  the  Office's  responses  to  the  remaining  com- 
ments follow: 

Comment  1:  One  comment  questioned  whether  the  Office  will 
withdraw  its  reservation  under  PCT  Article  64(3),  which 
provides  for  no  publication  of  an  international  application  at 
eighteen  months  if  only  the  United  States  is  designated.  The 
comment  also  questioned  whether  the  Office  will  revise  its 
declaration  under  PCT  Article  64(4)(c)  in  view  of  the  amend- 
ment to  35  U.S.C.  102(e). 

Response:  The  Office's  reservation  under  PCT  Article  64(3) 
and  declaration  under  PCT  Article  64(4)(c)  are  not  germane  to 
the  proposed  changes  to  the  rules  of  practice  to  implement  the 
eighteen-month  publication  provisions  of  the  American  Inven- 
tors Protection  Act  of  1999.  The  Office  will  make  the  appro- 
priate revisions  to  its  reservation  under  PCT  Article  64(3)  and 
declaration  under  PCT  Article  64(4)(c)  in  due  course. 

Comment  2:  One  comment  questioned  whether  a  published 
English  language  international  application   designating  the 
United  States  is  considered  a  published  apphcation  under  § 
1.9(b). 

Response:  An  English  language  international  application  des- 
ignating the  United  States  and  published  under  PCT  Article 
21(2)  is  not  an  application  for  patent  which  has  been  published 
under  35  U.S.C.  122(b).  Thus,  a  pubhshed  English  language 
international  application  designating  the  United  States  is  not 
considered  a  published  apphcation  for  purposes  of  §  1.9(b 

Comment  3:  One  comment  suggested  that  the  Office  should  not 
provide  copies  of  the  file  wrapper  and  contents  of  published 
applications  because  35  U.S.C.  122(b)  allows  for  publishing  an 
application,  but  not  disclosing  the  entire  content  of  an  appli- 
cation file. 

Response:  35  U.S.C.  122(b)  provides  that  "[n]o  information 
concerning  pubhshed  patent  applications  shall  be  made  avail- 
able to  the  public  except  as  the  Director  determines,"  and  that 
"[njotwithstanding  any  other  provision  of  law,  a  determination 
by  the  Director  to  release  or  not  to  release  information 
concerning  a  pubhshed  patent  application  shall  be  final  and 
nonreviewable."  See  35  U.S.C.  122(b)(1)(B)  and  (C).  There- 
fore, the  Office  has  the  authority  to  disclose,  or  refuse  to 
disclose,  information  contained  in  the  file  wrapper  contents  of 
a  published  application  as  the  Office  deems  appropriate. 

Comment  4:  Several  comments  suggested  that  the  Office 
should  not  provide  copies  of  the  file  wrapper  and  contents  of 
pending  applications  at  all  or  until  such  time  as  the  Office  can 
produce  such  a  copy  from  an  electronic  copy  (rather  than  the 
physical  application  file).  The  comments  argue  that  removing 
the  application  file  wrapper  for  copying  will  result  in  disrup- 
tion of  the  examination  process  and  the  loss  or  corruption  of  a 
number  of  application  files. 

Response:  The  Office  is  cognizant  of  the  fact  that  providing 
copies  of  the  file  wrapper  and  contents  of  a  pending  published 
application  to  any  member  of  the  public  on  request  (and 
payment  of  a  fee)  has  the  potential  to  disrupt  the  examination 
process  or  result  in  corruption  of  the  application  file.  If 
fulfilling  copy  orders  for  the  file  wrapper  and  contents  of 
pending  published  applications  proves  to  be  unmanageable,  the 
Office  will  revise  §  1.14  to  require  a  member  of  the  public 
requesting  a  copy  of  the  file  wrapper  and  contents  of  a  pending 
published  application  to  show  cause  to  obtain  such  a  copy. 

Comment  5:   One  comment  suggested  that  §    1.14(b)(2) 
should  be  limited  to  those  international   applications  that 
designate  the  United  States. 

Response:  The  suggested  revision  has  not  been  adopted.  For 
some  time,  the  Office  has  revealed  status  information  for  any 
U.S.  application  identified  in  any  published  patent  document. 


regardless  of  whether  the  document  is  a  foreign  patent  (e.g.,  a 
Japanese  patent  or  a  German  patent)  or  an  international 
apphcation.  The  only  change  intended  by  §  1.14(b)(2)  is  to 
make  the  meaning  of  "pubhshed  patent  document"  more  clear 
by  adding  the  parenthetical  expression  "e.g.,  a  U.S.  patent,  a 
U.S.  patent  application  pubhcation,  or  an  international  apph- 
cation pubhcation." 

Comment  6:  One  comment  contained  a  number  of  suggestions 
and  questions  on  §  1.14(i):  (1)  PCT  Article  38  does  not  give 
the  Office  the  authority  to  provide  access  to  the  examination 
and  search  files  of  a  PCT  application  as  provided  in  § 
1.14(i)(l);  (2)  how  the  public  would  know  that  an  Enghsh 
translation  has  been  filed  (§   1.14(i)(2));  (3)  whether  § 
1.14(i)(3)  requires  that  the  applicant  have  entered  the  national 
stage  under  35  U.S.C.  371  (and  what  file  would  be  available  if 
no  United  States  file  wrapper  has  been  prepared);  and  (4)  § 
1.14(i)(5)  appears  to  be  in  conflict  with  §  1.14(i)(l)(iii). 

Response:  Article  38  prohibits  direct  access  to  the  examination 
file  of  an  international  application  by  a  third  party.  Section 
1.14(i)(l)  concerns  the  situation  in  which  the  United  States 
acted  as  the  International  Preliminary  Examining  Authority 
(IPEA),  the  United  States  was  elected,  and  the  International 
Preliminary  Examination  Report  (IPER)  has  issued.  PCT  Rule 
94  provides  authority  for  the  Office  to  provide  copies  in  these 
situations.  PCT  Rule  94.2  provides  that  after  issuance  of  the 
IPER,  the  IPEA  shall  provide  copies  of  the  examination  file  (or 
any  part  thereof)  to  the  elected  offices  upon  request,  and  Rule 
94.3  allows  the  elected  offices  to  provide  access  to  any 
document  in  its  files.  Therefore,  upon  receipt  of  a  request  under 
§  1.14(i)(l)  by  a  third  party  for  a  copy  of  an  examination  file 
in  an  international  application  that  satisfies  the  requirements  of 
§  1.14(i)(l)(iii),  the  United  States  Elected  Office  will  request 
that  the  United  States  IPEA  make  a  copy  of  its  examination 
file,  and  the  United  States  Elected  Office  will  then  provide  a 
copy  of  such  file  to  the  requesting  party. 

The  Office  will  not  provide  general  notification  to  the  public  of 
the  filing  of  translations  under  35  U.S.C.  154.  Under  35  U.S.C. 
154,  it  is  the  responsibihty  of  the  applicant  to  notify  any 
possible  infringers  for  the  purpose  of  obtaining  provisional 
rights. 

Section  1.14(i)(3)  does  not  require  that  the  apphcant  have 
entered  the  national  stage  under  35  U.S.C.  371.  Section 
1.14(i)(3)  concerns  access  to  international  apphcation  home 
and  search  files  (access  to  the  examination  files  being  prohib- 
ited by  §  1.14(i)(5)). 

Sections  1.14(i)(l)(iii)  and  1.14(i)(5)  are  not  in  conflict. 
Section  1.14(i)(l)(iii)  concerns  the  situations  in  which  the 
United  States  acted  as  the  International  Preliminary  Examining 
Authority  (IPEA),  the  United  States  was  elected,  and  the 
International  Preliminary  Examination  Report  (IPER)  has 
issued  (as  discussed  above).  Section  §  1.14(i)(5)  concerns 
direct  access  to  the  examination  files  which  is  prohibited  by 
PCT  Article  38. 

Comment  7:  One  comment  suggested  that  the  phrase  "may  be 
provided"  in  §  1.14(c)(1),  (c)(2),  and  (e)  should  be  changed 
to  "will  be  provided"  for  consistency  with  §  1.13.  Another 
comment  suggested  that  §  1.14(c)(1)  and  (c)(2)  be  clarified 
as  to  what  (the  application-as-filed  or  the  entire  contents  of  the 
file  wrapper)  may  be  supplied,  and  whether  the  phrase  "may  be 
provided"  is  intended  to  mean  that  supplying  such  is  optional 
or  discretionary  on  the  part  of  the  Office. 

Response:  The  suggestion  has  not  been  adopted.  The  phrase 
"may  be"  is  used  throughout  §§  1.11,  1.12,  and  1.14  and  is 
retained  in  §  1.14  for  consistency  and  because  "may  be"  is 
the   appropriate   terminology.   For  example,    §    1.14(c)(2) 
provides  that  a  copy  of  the  specification,  drawings,  and  all 
papers  related   to   a  published  patent   application   may  be 
provided  if  a  written  request  with  the  appropriate  fee  are  filed. 
The  requested  copy  will  normally  be  provided,  but  if  the  file  is 
not  available  because  it  is  being  reviewed  by  a  patent  examiner 
or  is  at  the  publishing  contractor  for  printing  a  patent,  the 
requested  copy  may  be  only  provided  at  a  delayed  date. 
Furthermore,  in  the  rare  event  that  the  file  is  lost  (and  a 
replacement  copy  cannot  be  obtained),  the  requested  copy 
cannot  be  made  and  will  not  be  provided. 
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Comment  8:  Several  comments  suggested  that  the  surcharge 
for  the  unintentionally  delayed  submission  of  a  priority  claim 
was  excessive.  One  comment  suggested  that  this  surcharge  be 
a  nominal  ($5)  charge  or  in  Une  with  the  publication  fee 
($300). 

Response:  If  a  significant  number  of  unintentionally  delayed 
claims  under  35  U.S.C.  119,  120,  121,  or  365(a)  or  (c)  are 
presented,  the  Ofl&ce  will  have  dif&cuUy  scheduling  applica- 
tions for  pubhcation.  Thus,  the  surcharge  amount  must  be 
suflBcient  to  provide  an  incentive  for  applicant  to  exercise  care 
to  ensure  that  any  desired  claim  under  35  U.S.C.  119,  120,  121, 
or  365(a)  or  (c)  is  timely  presented.  The  proposed  surcharge 
amount  tracks  the  fee  amount  for  a  petition  to  revive  an 
unintentionally  abandoned  application  (35  U.S.C.  41(a)(7)), 
and  this  fee  amount  is  considered  an  appropriate  surcharge  for 
a  petition  to  accept  an  unintentionally  delayed  claim  under  35 
U.S.C.  119,  120,  121,  or  365(a)  or  (c).  Since  the  fiscal  year 
2001  fee  amount  for  a  petition  to  revive  an  unintentionally 
abandoned  appUcation  (35  U.S.C.  41(a)(7))  is  $1,240  (§ 
1.17(m)),  this  fee  amount  ($1,240)  is  considered  an  appropriate 
surcharge  for  a  petition  to  accept  an  unintentionally  delayed 
claim  under  35  U.S.C.  119,  120,  121,  or  365(a)  or  (c)  (§ 
1.17(t)). 

Comment  9:  Several  comments  suggested  that  the  $300 
publication  fee  was  excessive.  One  comment  argued  that  a 
publication  fee  should  not  be  imposed  on  applicants  who  do 
not  want  publication  but  do  not  meet  the  requirements  to 
request  nonpublication  under  §  1.213.  Several  comments 
suggested  that  the  publication  fee  (cost)  be  included  in  the 
other  application  (filing  or  issue)  fees.  One  comment  suggested 
that  the  publication  fee  be  reduced  by  fifty  percent  for  small 
entities.  Another  comment  suggested  that  §  4506  of  the 
American  Inventors  Protection  Act  of  1999  did  not  authorize 
the  Ofi&ce  to  charge  a  publication  fee  in  those  situations  in 
which  an  appUcation  is  issued  as  a  patent  and  subsequently 
published  as  a  patent  application  publication. 

Response:  Section  4506  of  the  American  Inventors  Protection 
Act  of  1999  requires  the  Ofl&ce  to  "recover  the  cost  of  early 
publication  required  by  the  amendment  [to  35  U.S.C.  122]  by 
charging  a  separate  publication  fee."  Section  §  4506  of  the 
American  Inventors  Protection  Act  of  1999  does  not  provide 
for  the  Ofl&ce  to:  (1)  not  charge  the  publication  fee  to  those 
applicants  who  would  prefer  not  to  have  their  applications 
published  under  35  U.S.C.  122(b);  (2)  build  the  cost  of 
publication  into  other  application  (filing  or  issue)  fees;  or  (3) 
apply  the  small  entity  discount  (which  otherwise  applies  only 
to  fees  under  35  U.S.C.  41(a)  or  (b))  to  the  pubhcation  fee  (cf. 
35  U.S.C.  132(b)).  Finally,  even  when  an  application  is  issued 
as  a  patent  and  subsequently  published  as  a  patent  application 
pubhcation  (because  it  issues  too  late  in  the  pubhcation 
process  to  stop  pubhcation),  the  cost  of  such  a  pubhcation  is 
part  of  the  cost  of  early  pubhcation  required  by  35  U.S.C. 
122(b),  and  §  4506  of  the  American  Inventors  Protection  Act 
of  1999  directs  the  Ofl&ce  to  also  recover  that  cost  by  charging 
a  separate  publication  fee. 

Comment  10:  A  comment  supporting  the  changes  to  §§ 
1.52(d)  and  1.78(a)(5)  concerning  the  translation  requirement 
for  a  non-EngUsh  language  provisional  application  suggested 
that  the  Office  clarify  whether  the  translation  of  the  provisional 
appUcation  is  to  be  filed  in  the  provisional  application  or  in  any 
nonprovisional  appUcation  claiming  the  benefit  of  the  provi- 
sional appUcation. 

Response:  Section  1.78(a)(5)  provides  that  if  a  provisional 
appUcation  is  filed  in  a  language  other  than  English,  any 
nonprovisional  appUcation  claiming  the  benefit  of  the  provi- 
sional application  "must  contain  ...  an  English  language 
translation  of  the  non-  English  language  provisional  appUca- 
tion and  a  statement  that  the  translation  is  accurate." 
Thus,  §  1.78(a)(5)  is  clear  that  the  EngUsh-language  trans- 
lation of  the  provisional  application  must  be  filed  in  any 
nonprovisional  application  claiming  the  benefit  of  the  provi- 
sional apphcation. 

Comment  11:  One  comment  questioned  whether  an  applicant 
can  withdraw  a  priority  claim  to  change  the  date  on  which  the 
apphcation  will  be  pubUshed,  noting  that  withdrawal  of 
priority  claims  is  provided  for  in  PCT  Rule  90bis.3. 


Response:  The  Office  will  recalculate  the  publication  date  in 
response  to  any  change  (withdrawal  or  addition)  in  priority 
claims.  If  this  recalculation  occurs  earlier  than  nine  weeks 
prior  to  the  previously  calculated  publication  date,  the  Office 
wiU  reschedule  the  application  for  publication  based  upon  the 
recalculated  publication  date.  If  this  recalculation  occurs  later 
than  nine  weeks  prior  to  the  previously  calculated  pubhcation 
date,  the  Office  will  not  reschedule  the  application  for  publi- 
cation based  upon  the  recalculated  publication  date. 

Comment  12:  One  comment  requested  clarification  of  the 
meaning  of  the  term  "original"  in  §  1.55. 

Response:  An  "original"  application  is  any  apphcation  other 
than  a  reissue  appUcation,  which  includes  continuing  applica- 
tions and  applications  claiming  the  benefit  of  a  foreign-  filed 
appUcation.  See  GuideUnes  Concerning  the  Implementation  of 
Changes  to  35  U.S.C.  102(g)  and  103  and  the  Interpretation  of 
the  Term  "Original  Application"  in  the  American  Inventors 
Protection  Act  of  1999.  1233  OfiF.  Gaz.  Pat.  Office  54,  56  (Apr. 
11,  2000). 

Comment  13:  One  comment  suggested  that  the  time  periods  set 
forth  in  §§  1.55  and  1.78  should  not  apply  to  an  application 
in  which  a  nonpubUcation  request  under  §  1.213  is  filed. 

Response:  A  nonpublication  request  may  be  rescinded  at  any 
time.  See  35  U.S.C.  122(b)(2)(B)(n)  and  §  1.213(b).  Thus, 
the  Ofl&ce  must  treat  an  application  in  which  a  nonpublication 
request  under  §  1.213  is  filed  the  same  as  other  applications 
for  purposes  of  priority  claims  as  well  as  review  of  the  patent 
application  drawing  and  paper  (specification)  during  pre- 
examination  processing  of  the  appUcation. 

Comment  14:  One  comment  suggested  that  the  time  periods  set 
forth  in  §§   1.55  and  1.78  unfairly  Umit  an  applicant's 
ability  to  delay  presenting  priority  claims  until  the  claim  is 
necessary  to  avoid  the  prior  art. 

Response:  An  applicant's  desire  to  delay  presenting  priority 
claims  until  the  claim  is  necessary  to  avoid  the  prior  art  is 
subordinate  to  the  need  for  the  timely  presentation  of  priority 
claims  for  publication  promptly  after  eighteen  months  from  the 
earliest  filing  date  for  which  a  benefit  is  claimed.  The  Office 
previously  indicated  that  eighteen-month  publication  (if 
adopted)  would  require  a  drastic  change  in  the  practice  of  the 
presentation  of  priority  claims  filed.  See  General  Agreement  on 
Tariffs  &  Trade/  North  American  Free  Trade  Agreement 
Student's  Handbook  at  6  (question  3),  U.S.  Patent  and  Trade- 
mark Office  (1995). 

Comment  15:  One  comment  suggested  that  the  time  periods  set 
forth  in  §§  1.55  and  1.78  should  not  apply  to  the  addition 
of  priority  claims  in  the  situation  in  which  the  application  is 
pubUshed  within  six  months  of  its  actual  filing  date,  since  the 
public  has  not  been  harmed  by  the  untimely  priority  claim. 

Response:  The  Office  will  not  be  able  to  include  such  untimely 
priority  claims  on  the  patent  application  pubUcation  (and  the 
absence  of  a  priority  claim  is  not  considered  a  "material 
mistake"  warranting  repubhcation  of  the  patent  appUcation 
publication  under  §  1.221(b)).  Thus,  the  public  will  be 
harmed  by  such  an  untimely  presentation  of  a  priority  claim 
because  the  patent  appUcation  publication  wiU  not  contain  the 
priority  claim. 

Comment  16:  One  comment  suggested  that  if  priority  claims 
are  not  required  until  the  later  of  four  months  from  the  actual 
filing  date  or  sixteen  months  from  the  earUest  claimed  priority 
date,  a  fourteen-week  publication  cycle  would  be  too  long 
since  the  public  could  not  rely  upon  an  application  being 
pubUshed  until  twenty  months  from  its  earUest  claimed  priority 
date. 

Response:  The  Office  plans  to  pubhsh  applications  on  the  first 
Thursday  after  the  date  that  is  eighteen  months  after  the  filing 
date  of  the  appUcation  (or  if  the  application  claims  the  benefit 
of  an  earlier  filing  date,  the  first  Thursday  after  the  date  that  is 
eighteen  months  after  the  earliest  filing  date  for  which  a  benefit 
is  sought).  Thus,  the  Office  will  schedule  applications  to  begin 
the  publication  cycle  on  the  date  that  is  fourteen  weeks  before 
that  date.  If  a  priority  claim  under  35  U.S.C.  119,  120,  121,  or 
365(a)  or  (c)  is  filed  within  fourteen  weeks  of  the  date  eighteen 
months  after  the  earliest  filing  date  for  which  a  benefit  is 
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sought,  the  Ofi&ce  will  not  be  able  to  publish  the  application  on 
the  first  Thursday  after  the  date  that  is  eighteen  months  after 
the  earliest  filing  date  for  which  a  benefit  is  sought  because  it 
requires  a  fourteen-week  cycle  to  prepare  an  application  for 
publication  in  view  of  the  volume  of  applications  to  be 
published  and  preparation  required  for  the  publication. 

Comment  17:  One  comment  suggested  that  the  phrase  "or 
intellectual  property  authority"  be  added  after  "country"  in  § 
1.55(c)  for  consistency  with  §  1.55(a)(l)(i). 

Response:  The  parenthetical  "(or  intellectual  property  author- 
ity)"  has   been   added   after   "country"   in   §    1.55(c)   for 
consistency  with  §  1.55(a)(l)(i). 

Comment  18:  One  comment  suggested  that  the  limitation  to 
"500  words"  in  §  1.72(a)  was  in  conflict  with  PCT  Rule  4.3, 
which  specifies  that  the  "title  of  the  invention  shall  be  short 
(preferable  from  two  to  seven  words  when  in  English  or 
translated  into  English  .  .  .  ." 

Response:  Section  1.72(a)  requires  that  the  title  be  limited  to 
500  characters  (not  words). 

PCT  Rule  4.3  requires  that  "title  of  the  invention  shall  be 
short,"  and  a  title  that  exceeds  500  characters  is  not  short. 
Therefore,  §  1.72(a)  does  not  conflict  with  PCT  Rule  4.3. 

Comment  19:  One  comment  suggested  that  the  Office  clarify 
§  1.72(a)  to  specify  what  characters  can  be  included  in  the 
title  of  an  application. 

Response:  Section  1.72(a)  as  adopted  does  not  prohibit  non- 
keyboard  character  (images)  in  a  title.  Section  1.72(a)  as 
adopted,  however,  provides  that  characters  that  cannot  be 
captured  and  recorded  in  the  Office's  automated  information 
systems  (e.g.,  PALM)  may  not  be  reflected  in  the  Office's 
records  in  such  systems  or  in  documents  created  by  the  Office. 
The  Office  will  post  the  set  of  characters  that  are  capable  of 
being  captured  and  recorded  in  PALM  on  its  Internet  Web  site. 
The  Office  will  revise  the  set  of  characters  posted  on  its 
Internet  Web  site  as  characters  are  added  to  this  set  as  a  result 
of  improvements  to  the  Office's  automated  information  sys- 
tems. Applicants  are  strongly  encouraged  to  restrict  the  char- 
acters in  titles  to  characters  in  the  set  of  characters  indicated  as 
capable  of  capture  and  recordation  in  PALM. 

Comment  20:  One  comment  questioned  why  the  Office  would 
use  the  title  of  the  invention  (which  does  not  uniquely  identify 
an  application)  as  the  key  for  associating  an  EPS  copy  of  an 
application  with  the  application  for  which  the  copy  is  being 
submitted.  ). 

Response:  The  Office  uses  the  application  number  as  the 
primary  key  for  associating  an  EPS  copy  of  an  application  with 
the  application  for  which  the  copy  is  being  submitted.  In  view 
of  the  number  of  applications  filed  each  day,  it  is  not  practical 
to  use  the  filing  date  to  verify  that  the  application  number  is 
correct  (a  transposition  of  the  last  four  digits  of  the  application 
number  will  not  be  revealed  when  compared  to  the  filing  date). 
The  Office  may  also  use  other  information  to  verify  that  the 
application  number  correctly  indicates  the  application  for 
which  an  EPS  copy  is  being  submitted. 

Comment  21:  One  comment  questioned  how  the  time  period 
provision  of  §  1.78(a)(2)  applied  to  international  applica- 
tions. 

Response:  The  time  period  for  claiming  priority  of  a  prior 
application  in  an  international  application  is  set  forth  in  the 
PCT  and  the  P.egulations  under  the  PCT. 

Comment  22:  One  comment  suggested  that  the  Office  clarify 
whether  the  requirement  in  §  1 .78(a)(2)  that  the  first  sentence 
of  an  application  indicate  whether  an  international  application 
was  published  in  English  applies  to  international  applications 
filed  before  November  29,  2000. 

Response:  The  requirement  applies  to  any  application  filed  on 
or  after  November  29,  2000,  that  claims  the  benefit  of  a  prior 
international  application,  regardless  of  the  filing  date  of  the 
international  application  for  which  a  benefit  is  claimed. 


Comment  23:  One  comment  suggested  that  the  expression 
"[cjolor  drawings  are  not  permitted  in  international  applica- 
tions (see  PCT  Rule  11.13)"  in  §  1.84  is  redundant,  since  the 
PCT  Rule  is  sufficient  authority. 

Response:  The  rules  of  practice  contain  a  number  of  provisions 
that  reiterate  provisions  of  the  PCT  Articles  and  Regulations, 
as  well  as  title  35,  U.S.C.  While  such  reiterative  provisions  are 
(strictly  speaking)  redundant,  they  are  included  in  the  rules  of 
practice  for  advisory  purposes.  If  there  is  a  change  to  the  PCT 
Articles  or  Regulations  (or  title  35,  U.S.C),  it  is  likely  that  the 
Office's  rules  of  practice  will  require  conforming  changes  in 
any  event. 

Comment  24:  One  comment  questioned  whether  there  will  be 
an  Official  Gazette  publication  with  a  figure  when  an  applica- 
tion issues  as  a  patent. 

Response:  The  Office  plans  to  continue  publishing  an  Official 
Gazette  containing  the  weekly  patent  issues  with  (among  other 
things)  a  representative  drawing  figure. 

Comment  25:   One  comment  suggested  that  if  the  Office 
considers  drawings  in  compliance  with  §  1.84  necessary  for 
publication,  the  Office  should  reduce  the  formality  require- 
ments of  §  1.84. 

Response:  As  discussed  above,  the  Office  plans  to  enforce  the 
requirements  of  §  1.84  necessary  for  creating  a  publication 
(the  patent  application  publication)  containing  drawings  of 
sufficient  quality  for  the  patent  appUcation  publication  to  be 
routinely  used  as  a  prior  art  document. 

Comment  26:  One  comment  suggested  that  the  Office  should 
not  require  drawings  in  compliance  with  §  1.84  until  fourteen 
months  from  the  earliest  claimed  priority  date.  Another  com- 
ment suggested  that  the  Office  release  applications  containing 
drawings  that  do  not  comply  with  §  1.84  to  the  Technology 
Center,  flag  the  PACR  record  of  such  applications,  and  simply 
add  the  later-filed  drawings  in  compliance  with  §  1.84  to  the 
PACR  database  for  publication. 

Response:  Since  the  eighteen-month  period  is  not  measured 
from  an  application's  actual  filing  date,  but  from  the  earliest 
filing  date  for  which  a  benefit  is  claimed,  many  applications 
will  enter  the  publication  cycle  before  being  transferred  from 
OIPE  to  the  Technology  Centers.  The  Office  would  need  to 
track  which  applications  have  been  released  to  the  Technology 
Center  without  drawings  in  compliance  with  §  1.84  and  issue 
a  notice  requiring  drawings  in  compliance  with  §  1.84  during 
the  examination  process  to  ensure  that  drawings  in  compliance 
with  §  1.84  are  filed  before  an  application  is  scheduled  to 
enter  the  publication  cycle.  Issuing  such  a  notice  during  the 
examination  process  (when  the  Office  is  issuing  Office  actions) 
would  result  in  confusion  (likelihood  of  two  different  time 
periods  running  simultaneously)  and  would  interfere  with  the 
Office's  ability  to  meet  the  time  frames  specified  in  35  U.S.C. 
154(b)(l)(A)(i)  and  (ii). 

Comment  27:  Several  comments  opposed  the  change  to  § 
1.85  requiring  drawings  in  compliance  with  §  1.84  before  an 
application  will  be  released  to  the  Technology  Center  for 
examination.  Several  comments  argued  that  this  change  will 
increase  up-front  costs  for  patent  applicants.  One  comment 
suggested  a  two-tiered  review:  one  level  for  publication  and  a 
second  level  for  printing  in  a  patent. 

Response:  The  patent  statute  no  longer  defers  publication  of  an 
application  until  patent  grant.  Thus,  the  Office  can  no  longer 
permit  applicants  to  defer  the  submission  of  publication  quality 
drawings  (and  the  cost  of  preparing  such  drawings)  until  an 
application  is  allowed.  Since  the  patent  application  publication 
will  become  the  primary  prior  art  and  technology  dissemina- 
tion document,  there  is  no  point  to  providing  for  higher 
drawing  quality  in  patents  than  in  patent  application  publica- 
tions. 

Comment  28:  Several  comments  suggested  that  § 
1 .98(a)(2)(ii)  not  require  a  copy  of  a  cited  copending  applica- 
tion, especially  since  the  Office  has  an  electronic  database 
containing  copies  of  applications  as  filed.  Another  comment 
also  argued  that  this  provision  in  combination  with  § 
1.14(c)(2)  will  allow  third  parties  to  obtain  a  copy  of  any  cited 
copending  apphcation  causing:  (1)  the  cited  application  to 


March  2,  2004 


U.S.  PATENT  AND  TRADEMARK  OFFICE 


1280  OG  257 
(128) 


become  a  publication  that  may  bar  the  filing  of  the  cited 
application  in  foreign  countries;  (2)  the  disclosure  of  trade 
secrets  from  the  cited  application  (which  may  have  been 
abandoned  prior  to  its  scheduled  publication  date);  and  (3)  an 
increase  in  paper  submissions  to  the  Office. 

Response:  The  Office  proposed  amending  §  1 .98(a)(2)(ii)  to 
require  a  copy  of  any  cited  copending  application  in  a 
rulemaking  to  implement  the  Patent  Business  Goals.  See 
Changes  to  Implement  the  Patent  Business  Goals,  64  FR  at 
53833,  1228  Off.  Gaz.  Pat.  Office  at  18.  The  comments  on  this 
proposed  change  to  §  1.98  are  addressed  in  the  final  rule  to 
implement  the  Patent  Business  Goals. 

Comment  29:  One  comment  questioned  whether  §  1.99  is 
consistent  with  the  requirements  of  35  U.S.C.  122(c)  (which 
instruct  the  Office  to  ensure  that  no  protest  or  opposition  be 
initiated  after  publication  without  the  express  written  consent 
of  the  applicant),  and  suggested  that  the  Office  not  adopt  this 
proposed  rule. 

Response:  35  U.S.C.  122(c)  provides  that  the  Office  "shall 
establish  appropriate  procedures  to  ensure  that  no  protest  or 
other  form  of  pre-issuance  opposition  to  the  grant  of  a  patent 
on  an  application  may  be  initiated  after  publication  of  the 
application  without  the  express  written  consent  of  the  appli- 
cant." A  submission  under  §  1.99,  however,  is  different  from 
either  an  "opposition"  proceeding  or  a  "protest"  that  would  fall 
under  the  provisions  of  35  U.S.C.  122(c) 

Unlike  a  third-party  submission  of  patents  and  publications 
under  §  1.99.  an  opposition  is  a  very  complex,  inter  partes 
proceeding.  Examples  of  oppositions  include  trademark  oppo- 
sitions and  foreign  patent  office  oppositions. 

Trademark  oppositions,  conducted  before  the  Trademark  Trial 
and  Appeal  Board,  are  full  adversarial  proceedings  similar  to  a 
trial,  complete  with  pleadings,  notice,  discovery,  stipulations, 
motions,  briefs,  evidence,  and  opportunity  for  oral  argument.  A 
trademark  opposition  proceeding  is  governed  by  the  Federal 
Rules  of  Civil  Procedure,  except  as  otherwise  provided.  37 
C.F.R.  2.101  through  2.107  and  2.116  through  2.136,  sections 
1503  through  1503.05  of  the  Trademark  Manual  of  Examining 
Procedure,  and  Chapters  300  through  800  of  the  Trademark 
Trial  And  Appeal  Board  Manual  of  Procedure  set  forth  an 
overview  of  the  complex  nature  of  trademark  opposition 
proceedings.  In  view  of  the  similarity  to  an  inter  partes  civil 
proceeding,  it  is  clear  that  trademark  oppositions  are  much 
different  in  character  compared  to  a  third-party  submission  of 
patents  and  publications  under  §  1.99  (which  bars  a  third 
party  from  even  filing  a  paper  arguing  against  the  patentability 
of  an  application). 

Similar  to  the  Office's  trademark  opposition  procedure,  oppo- 
sitions in  patent  cases  in  both  the  Japanese  Patent  Office  (JPO) 
and  the  European  Patent  Office  (EPO)  are  lengthy  inter  partes 
proceedings  in  which  a  third  party  has  extensive  participation 
in  challenging  the  grant  of  a  patent.  Both  the  EPO  and  the  JPO 
allow  for  evidence,  multiple  briefs,  an  oral  hearing,  and 
appeals,  and  the  procedures  to  be  followed  are  very  technical 
and  complex.  See  Chapter  66  (Patent  Opposition  System)  of 
the  JPO's  Manual  of  Appeal  and  Trial  Proceedings;  see  also 
Part  D  Opposition  Procedure  of  Guidelines  for  Examination  in 
the  European  Patent  Office. 

Likewise,  a  third-party  submission  of  patents  and  publications 
under  §  1.99  is  not  a  "protest."  As  generally  understood,  a 
protest  is  "a  complaint,  objection,  or  display  of  unwiUingness 
usually  to  an  idea  or  course  of  action."  See  Merriam  Webster's 
Collegiate  Dictionary  (1993).  Under  that  commonly  under- 
stood meaning,  a  third-party  submission  of  patents  and  publi- 
cations under  §  1.99  does  not  rise  to  the  level  of  a  protest 
because  §  1.99  does  not  permit  the  filing  of  any  complaint  or 
objection.  No  form  of  adversarial  argument  is  allowed  under 
§  1.99.  Instead,  a  third  party  is  limited  to  merely  submitting 
prior  art  without  any  corresponding  commentaiy. 

The  Office  does  have  an  existing  regulation  (§  1.291) 
entitled:  "Protests  by  the  public  against  pending  applications." 
Under  §  1.291,  a  member  of  the  public  may  file  a  protest  in 
a  pending  application,  which  protest  comprises:  (1)  a  list  of  the 
prior  art  references  or  other  information  relied  upon;  (2)  an 
explanation  of  the  relevance  of  each  listed  item;  (3)  a  copy  of 
each  listed  item;  and  (4)  an  Enghsh  translation  of  each  item,  if 


necessary.  See  §  1.291(b).  In  direct  contrast  to  a  protest  under 
§  1.291,  however,  §  1.99  does  not  permit  the  third  party  to 
transmit  any  commentary  or  adversarial  arguments  objecting  to 
a  patent  application.  Rather,  §  1.99  is  structured  so  as  to 
avoid  compromising  the  objectivity  of  the  ex  parte  character  of 
the  examination  process. 

Only  patents  and  publications  (i.e.,  prior  art  documents  that  are 
public   information   that   are   theoretically   available   to   the 
examiner  and  which  the  Office  would  discover  on  its  own  in  an 
ideal  world)  may  be  supplied  to  the  examiner  in  a  submission 
under  §  1.99.  As  such,  the  bare  submission  of  patents  and 
publications  is  not  a  protest  any  more  than  the  submission  of 
an  information  disclosure  statement  under  §§  1.97  and  1.98 
by  the  patent  applicant  is  a  "protest."  In  addition,  patents  and 
publications  may  be  submitted  for  various  reasons:  individuals 
may   wish  to   submit  patents   or  publications   to   help  the 
examiner  understand  the  technology  or  the  appropriate  field  of 
search.  Therefore,  third-party  submission  of  patents  and  pub- 
lications under  §  1 .99  is  qualitatively  different  from  a  protest 
under  §  1.291. 

Title  35,  U.S.C,  provides  that  the  Office  may  issue  a  patent 
only  if  it  appears  that  the  applicant  is  entitled  to  a  patent  in 
view  of  the  prior  art  (35  U.S.C.  102  and  103).  35  U.S.C.  122(c) 
does  not  disqualify  prior  art  simply  because  that  prior  art  came 
to  the  attention  of  the  Office  through  a  third  party.  Thus,  the 
Office  interprets  "protest  or  opposition"  in  35  U.S.C.  122(c)  to 
mean  that  the  Office  is  to  ensure  that  no  third  party  is  given  the 
ability  (or  right)  to  have  input  on  the  examination  of  the 
application  after  publication  and  argue  against  the  applica- 
tion's patentability.  Section  1.99  simply  sets  forth  a  procedure 
under  which  a  third  party  can  bring  prior  art  relevant  to  a 
published  application  to  the  attention  of  the  Office.  As  an 
important  safeguard  for  the  rights  of  the  applicant,  it  does  not 
give  the  third  party  the  ability  or  right  to  participate  in  the 
examination  of  the  application  as  a  result  of  such  prior  art 
being  brought  to  the  attention  of  the  Office.  Accordingly,  § 
1.99  will  improve  the  quality  of  examination  and  at  the  same 
time  will  ensure  that  no  third  parties  enter  written,  adversarial 
arguments,  thereby  coloring  the  ex  parte  process. 

Comment  30:  One  comment  suggested  that  the  limitations  in 
§  1 .99  do  not  adequately  protect  the  applicant  from  misuse  of 
eighteen-month   publication  by  third  parties  because  third 
parties  may  submit  information  directly  to  the  applicant  (or  the 
applicant's  representative),  who  in  turn  may  be  obligated  under 
§  1.56  to  disclose  the  information  to  the  Office.  The  comment 
suggested  amending  §  1.56  to  exempt  persons  associated 
with  an  application  from  considering  information  received 
from  a  third  party. 

Response:  The  Office  did  not  propose  changes  to  the  provi- 
sions of  §  1.56.  Given  the  ex  parte  nature  of  the  examination 
of  an  application  for  patent,  the  obligations  placed  on  an 
applicant  under  §  1.56  are  paramount  to  that  examination. 
Therefore,  the  Office  considers  it  inappropriate  to  alter  the 
provisions  of  §  1.56  simply  because  eighteen-month  publi- 
cation may  result  in  prior  art  being  brought  to  an  applicant's 
attention  at  an  inopportune  point  in  the  examination  process. 

Comment  31:  Several  comments  suggested  that  §  1.99  be 
amended  to  permit  third  parties  to  provide  explanations  as  to 
the  relevant  parts  of  the  patents  or  publications,  since  such 
explanations  may  be  necessary  in  the  case  of  a  complex  or 
voluminous  patent  or  publication.  Another  comment  suggested 
that  since  §  1 .99(b)(4)  permits  translations  of  the  necessary 
and  pertinent  parts  of  non-English  language  publications,  § 
1.99  should  permit  markings  on  the  necessary  and  pertinent 
parts  of  English  language  publications.  Another  comment  also 
suggested  that  examiners   should  be  required  to  consider 
patents  and  publications  submitted  in  compliance  with  § 
1.99. 

Response:  To  ensure  that  a  third-party  submission  under  § 
1.99  does  not  amount  to  a  protest  or  other  opposition,  the 
Office  cannot  permit  the  third  party  to  either:  (1)  provide 
explanations  (e.g.,  as  to  how  the  patents  or  publications  render 
the  claims  unpatentable)  with  the  patents  and  publications;  or 
(2)  have  the  right  to  insist  that  the  Office  "consider"  any  of  the 
patents  or  publications  submitted.  The  third  party,  however, 
may  submit  redacted  versions  of  a  patent  or  publication 
containing  only  the  most  relevant  portions  of  the  patent  or 
publication. 
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Comment  32:  One  comment  suggested  that  the  rules  of 
practice  should  encourage  third  parties  to  submit  prior  art  to 
the  OfiBce  (especially  the  computer  software  and  business 
methods  areas),  and  that  the  $180  fee  (§  1.17(p))  for  a 
third-party  submission  will  be  contrary  to  the  public  interest  by 
discouraging  third  parties  from  submitting  prior  art.  The 
comment  suggested  an  alternative  fee  structure  based  upon  the 
nature  of  the  third  party  (small  entity,  non-small  entity)  or 
nature  of  the  submission  (non-patent  publications,  number  of 
patents  or  publications). 

Response:  35  U.S.C.  41(d)  authorizes  the  Office  to  establish 
fees  to  recover  the  estimated  average  cost  of  providing  services 
or  products  not  otherwise  provided  for.  The  Office  has  recently 
lowered  the  fee  set  forth  in  §  1.17(p)  to  $180,  which  is  set  at 
a  fee  amount  to  recover  the  aggregate  costs  of  handling  and 
reviewing  the  information  (patents  and  publications)  brought 
to  the  attention  of  the  Office  subsequent  to  the  issuance  of  a 
first  Office  action.  Since  the  nature  of  the  third  party  (small 
entity,  non-small  entity),  or  nature  of  the  submission  (non- 
patent publications),  or  nature  of  the  technology  of  the  sub- 
mission does  not  impact  this  cost,  35  U.S.C.  41(d)  does  not 
authorize  the  Office  to  vary  the  fee  based  upon  these  factors 
(and  §  1.99  places  a  limit  on  the  number  of  patents  or 
pubhcations  in  the  submission). 

Comment  33:  Several  comments  suggested  that  §  1.99 
include  the  following  provisions  to  avoid  becoming  a  means 
for  third  parties  to  harass  the  applicant  or  disrupt  the  exami- 
nation process:  (1)  require  that  the  third  party  provide  evidence 
that  it  has  served  the  information  being  submitted  on  the 
applicant  (rather  than  expecting  the  Office  to  do  so);  (2)  require 
the  third  party  to  declare  (under  oath  or  declaration)  whether 
he/she  is  submitting  the  information  pursuant  to  an  agency 
relationship  (and,  if  so,  to  identify  the  real  party  in  interest); 
and  (3)  permit  the  third  party  to  submit  only  five  (rather  than 
twenty)  patents  or  publications  and  to  screen  the  information  to 
eliminate  patents  or  publications  that  have  already  been  cited 
in  the  application. 

Response:  Section  1.99(c)  requires  that  the  submission  be 
served  on  the  applicant  in  compliance  with  §  1.248.  Section 
1.248  requires  that:  (1)  service  be  made  by  the  third  party,  not 
the  Office  (§    1.248(a));  and  (2)  the  third  party  provide 
evidence  that  it  has  served  the  information  being  submitted  on 
the  applicant  (1.248(b)). 

Section  1.99  as  adopted  limits  the  number  of  patents  and 
publications  in  such  a  submission  to  ten  (rather  than  twenty). 
Nevertheless,  if  a  patent  or  pubhcation  is  highly  probative,  it 
would  not  be  in  the  third  party's  interest  to  include  such  a 
patent  or  publication  in  a  submission  containing  even  ten 
patents  or  publications  (since  the  third  party  cannot  provide 
any  explanation  with  the  submission). 

The  Office  considers  further  restrictions  on  the  number  of 
patents  or  publications  in  a  submission  under  §  1.99  to  be 
unnecessary.  Since  the  third  party  has  no  ability  or  right  to 
have  input  on  what  will  happen  during  the  examination  of  the 
application  as  a  result  of  the  submission  under  §  1.99,  the 
real  party  in  interest  is  of  no  concern.  Finally,  the  Office  plans 
(as  discussed  above)  to  screen  submissions  under  §  1.99  to 
determine  whether  they  are  hmited  to  patents  and  publications 
before  the  submission  is  placed  in  the  file  of  the  application 
and  forwarded  to  the  examiner,  and  to  remove  any  explana- 
tions or  information  (other  than  patents  and  publications)  from 
the  submission  before  it  is  placed  in  the  file  of  the  application 
and  forwarded  to  the  examiner. 

Comment  34:  One  comment  also  suggested  that  the  Office 
clarify  the  condition  (e.g.,  delay  was  "unavoidable")  under 
which  patents  and  printed  publications  submitted  later  than 
two  months  from  the  date  of  publication  of  the  application  or 
prior  to  the  mailing  of  a  notice  of  allowance  (whichever  is 
earlier)  will  be  considered. 

Response:  A  submission  under  §  1.99  later  than  the  period 
specified  in  §  1.99(e)  is  permitted  only  when  the  patents  or 
publications  could  not  have  been  submitted  to  the  Office  earlier 
(e.g.,  an  amendment  submitted  in  the  published  application 
after  publication  changes  the  scope  of  the  claims  to  an  extent 
that  could  not  reasonably  have  been  anticipated  by  a  person 
reviewing  the  published  application  during  the  period  specified 
in  §  1.99(e)). 


Comment  35:  One  comment  suggested  that  third  parties  should 
be  given  three  (rather  than  two)  months  from  the  date  of 
publication  of  the  application  or  prior  to  the  mailing  of  a  notice 
of  allowance,  whichever  is  later  (rather  than  whichever  is 
earlier)  to  submit  patents  or  publications  under  §  1 .99. 

Response:  The  time  period  in  §  1.99  balances  the  desirability 
of  considering  the  best  prior  art  during  examination  of  an 
application  with  the  need  to  avoid  undue  interference  with  the 
examination  of  the  application.  The  Office  considers  a  time 
period  of  two  months  from  the  date  of  publication  of  the 
application  or  prior  to  the  mailing  of  a  notice  of  allowance, 
whichever  is  earlier,  as  striking  a  better  balance  between  these 
interests. 

Comment  36:  One  comment  questioned  how  the  time  period 
specified  in  §    1.99(e)  would  apply  to  an  international 
application. 

Response:  The  submission  must  be  filed  within  two  months  of 
the  pubhcation  of  the  application  under  35  U.S.C.  122(b),  and 
not  the  IB  publication,  or  prior  to  the  mailing  of  a  notice  of 
allowance,  whichever  is  earlier. 

Comment  37:  One  comment  contained  a  number  of  questions 
and  suggestions  concerning  §  1.130:  (1)  §  1.130  does  not 
address  the  change  to  35  U.S.C.  103(c)  in  §  4807  of  the 
American  Inventors  Protection  Act  of  1999  and  has  a  confus- 
ing heading;  (2)  the  requirement  for  an  oath  or  declaration  that 
"the  application  or  patent  under  reexamination  and  patent  or 
published  application  are  currently  owned  by  the  same  party" 
is  confusingly  written;  (3)  it  is  not  clear  who  must  make  the 
required  oath  or  declaration  under  §  1.130(a)(2);  and  (4)  it  is 
not  clear  why  such  an  oath  or  declaration  is  necessary  since 
this  information  is  available  in  the  terminal  disclaimer  and 
assignments. 

Response:  Section  1.130  was  adopted  in  September  of  1996  to 
address  those  situations  in  which:  (1)  the  rejection  in  an 
application  or  patent  under  reexamination  to  be  overcome  is  a 
rejection  under  35  U.S.C.  103  in  view  of  a  U.S.  patent  which 
is  not  prior  art  under  35  U.S.C.  102(b);  (2)  the  inventions 
defined  by  the  claims  in  the  application  or  patent  under 
reexamination  and  by  the  claims  in  the  U.S.  patent  are  not 
identical  but  are  not  patentably  distinct;  and  (3)  the  inventions 
are  owned  by  the  same  party.  See  MPEP  718;  see  also 
Miscellaneous  Changes  in  Patent  Practice.  61  FR  at  42795, 
1190Ofif.Gaz.  Pat.  Office  at  71.  Section  1.130  does  not  address 
the  change  to  35  U.S.C.  103(c)  in  §  4807  of  the  American 
Inventors  Protection  Act  of  1999  (and  appears  to  have  a 
confusing  heading)  because  §  1.130  is  not  directed  to 
implementing  the  provisions  of  35  U.S.C.  103(c). 

The  phrase  "application  or  patent  under  reexamination  and 
patent  or  published  application"  is  designed  to  cover  four 
situations:  (1)  the  rejection  of  a  claim  in  an  application  on  the 
basis  of  a  commonly  assigned  patent;  (2)  the  rejection  of  a 
claim  in  an  application  on  the  basis  of  a  commonly  assigned 
published  apphcation;  (3)  the  rejection  of  a  claim  in  a  patent 
under  reexamination  on  the  basis  of  a  commonly  assigned 
patent;  and  (4)  the  rejection  of  a  claim  in  a  patent  under 
reexamination  on  the  basis  of  a  commonly  assigned  published 
application. 

The  oath  or  declaration  under  §  1.130(a)(2)  may  be  signed  by 
the  inventor(s),  a  registered  practitioner  of  record,  or  the 
assignee  of  the  entire  interest.  See  MPEP  718. 

Section  1.130  requires  such  an  oath  or  declaration  because  the 
assignee  information  in  the  terminal  disclaimer  or  recorded 
assignments  may  not  be  current,  and  the  applicant  is  in  the  best 
position  to  verify  that  the  application  or  patent  under  reexami- 
nation and  patent  or  published  application  are  currently  owned 
by  the  same  party. 

Comment  38:  One  comment  suggested  that  the  second  sen- 
tence of  §  1.131  is  unnecessary  and  inappropriately  omits  any 
reference  to  35  U.S.C.  102(a),  and  that  the  phrase  "by 
reference  to  acts"  appears  to  have  been  inadvertently  omitted 
in  the  subsequent  two  sentences. 

Response:  The  second  sentence  of  §  1.131(a)  provides  that  the 
effective  date  of  a  U.S.  patent,  U.S.  patent  application  publi- 
cation, or  international  application  publication  under  PCT 
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Article  21(2)  is  the  earlier  of  its  publication  date  or  the  date 
that  it  is  effective  as  a  reference  under  35  U.S.C.  102(e).  While 
the  second  sentence  of  §  1.131  is  technically  unnecessary,  it 
serves  as  a  reminder  that  the  effective  date  of  a  U.S.  patent, 
U.S.  patent  apphcation  publication,  or  international  application 
publication  under  PCT  Article  21(2),  for  prior  art  purposes, 
may  be  earlier  than  its  pubhcation  date  (i.e.,  its  effective  date 
under  35  U.S.C.  102(a)).  In  addition,  the  phrase  "by  reference 
to  acts"  has  not  been  omitted  in  the  subsequent  two  sentences 
of  §  1.131.  See  §  1.131(a)(2)(1995)-(2000). 

Comment  39:  One  comment  suggested  that  §  1.132  be  revised 
to  permit  an  oath  or  declaration  under  §  1.132  to  traverse  a 
rejection  even  if  the  rejection  is  based  upon  a  patent  or 
apphcation  to  another  that  claims  the  same  patentable  inven- 
tion. Another  comment  suggested  that  §  1.132  be  revised  to 
permit  an  oath  or  declaration  under  §  1.132  to  traverse  a 
rejection  even  if  the  rejection  is  based  upon  a  published 
application  to  another  that  claims  the  same  patentable  inven- 
tion. 

Response:  Section  1.132  as  adopted  provides  that  when  any 
claim  of  an  application  or  a  patent  under  reexamination  is 
rejected  or  objected  to,  any  evidence  submitted  to  traverse  the 
rejection  or  objection  on  a  basis  not  otherwise  provided  for 
must  be  by  way  of  an  oath  or  declaration  under  §  1.132. 

Comment  40:  One  comment  suggested  that  the  reference  in  § 
1.137(d)(2)  requiring  that  a  terminal  disclaimer  also  apply  to 
utihty  or  plant  applications  filed  after  June  8,  1995,  is 
unnecessary. 

Response:  Section  1.137(d)(2)  as  adopted  provides  that  such  a 
terminal  disclaimer  also  apply  to  utility  or  plant  applications 
filed  before  (not  after)  June  8,  1995. 

Comment  41:  One  comment  suggested  that  the  requirement  for 
a  terminal  disclaimer  in  an  application  abandoned  due  to  the 
applicant's  failure  to  timely  notify  the  Office  of  a  foreign  filing 
was  unfair  because  such  abandonment  will  not  delay  prosecu- 
tion of  the  application. 

Response:  Section  1.137(d)  does  not  require  a  terminal  dis- 
claimer for  a  utility  or  plant  application  filed  on  or  after  June 
8,  1995,  and  the  eighteen-month  publication  provisions  of  the 
American  Inventors  Protection  Act  of  1999  apply  only  to 
utihty  or  plant  apphcations  filed  on  or  after  November  29, 
2000. 

Comment  42:  One  comment  suggested  that  the  provisions  of  § 
1.137(f)  should  include  punitive  measures  to  avoid  frivolous  or 
fraudulent  nonpublication  requests,  since  an  appHcant  should 
make  a  nonpublication  request  only  when  positive  that  an 
application  will  not  be  filed  in  a  foreign  country,  and  would  be 
seriously  negligent  to  intentionally  make  such  a  nonpublica- 
tion request,  subsequently  file  in  a  foreign  country,  and  then 
fail  to  satisfy  his  or  her  obligation  to  timely  notify  the  Office 
that  a  corresponding  application  has  been  filed  in  a  foreign 
country.  The  comment  suggested  similar  treatment  for  appli- 
cations for  which  a  redacted  copy  was  submitted  for  publica- 
tion, and  the  redacted  copy  improperly  omitted  portions  of  the 
application. 

Response:  Since  an  applicant  would  have  to  be  "seriously 
negligent"  to  submit  a  nonpublication  request  on  filing,  sub- 
sequently file  a  corresponding  application  in  a  foreign  country, 
and  then  unintentionally  fail  to  timely  notify  the  Office  that  a 
corresponding  application  has  been  filed  in  a  foreign  country, 
the  Office  expects  few  petitions  to  revive  an  application  under 
the  provisions  of  §  1.137(f).  If  an  applicant  intentionally  (or 
fraudulently)  delays  notifying  the  Office  that  a  corresponding 
application  has  been  filed  in  a  foreign  country,  the  applicant 
cannot  revive  the  application  under  §  1.137  (or  if  revival  is 
obtained  on  the  basis  of  improper  statements,  such  revival  will 
not  likely  survive  court  review  during  any  attempt  to  enforce 
the  patent).  An  applicant  who  intentionally  submits  an  improp- 
erly redacted  copy  of  an  application  for  publication  is  not 
dealing  with  the  Office  consistent  with  the  duty  of  candor  and 
good  faith  (§  1.56),  and  will  likely  meet  a  similar  fate  when 
attempting  to  enforce  any  patent  resulting  from  the  application. 

Comment  43:  One  comment  suggested  that  the  language  of  § 
1.137(g)  does  not  take  into  account  the  amendment  to  35 
U.S.C.    119(e)   in   §   4801(b)  of  the  American  Inventors 
Protection  Act  of  1999. 


Response:  Section  1.137(g)  contains  the  phrase  "[s]ubject  to 
the  provisions  of  35  U.S.C.  119(e)(3)  and  §  1.7(b),"  to  take  into 
account  the  amendment  to  35  U.S.C.  119(e)  in  §  4801(b)  of  the 
American  Inventors  Protection  Act  of  1999. 

Comment  44:  One  comment  suggested  that  the  Office  create  a 
special  box  to  which  an  express  abandonment  being  made  to 
avoid  publication  are  to  be  mailed  to  allow  "last  minute" 
express  abandonments  to  achieve  their  goal  of  avoiding 
publication. 

Response:  Petitions  under  §  1.138  should  be  addressed  to:  Box 
PGPUB-ABN.  While  addressing  a  petition  under  §  1.138  to 
Box  PGPUB-ABN  will  increase  the  chances  of  such  petition 
being  received  by  the  appropriate  officials  in  sufficient  time  to 
avoid  publication  of  an  application,  it  is  unlikely  that  a  petition 
under  §  1.138  filed  within  four  weeks  of  the  projected  date  of 
publication  will  be  effective  to  avoid  publication  under  any 
circumstance.  Thus,  applicants  should  not  rely  upon  Box 
PGPUB-ABN  as  permitting  "last  minute"  express  abandon- 
ments to  achieve  their  goal  of  avoiding  publication. 

Comment  45:  One  comment  suggested  that  eighteen-month 
publication  will  benefit  only  large  companies  since  small 
corporations  and  independent  inventors  rely  upon  their  appli- 
cations being  maintained  in  confidence,  and  that  eighteen- 
month  publication  does  not  promote  the  useful  arts  and 
sciences  as  to  small  corporations  and  independent  inventors 
who  rely  upon  their  applications  being  maintained  in  confi- 
dence. Another  comment  suggested  that  eighteen-month  pub- 
lication will  benefit  only  large  companies  to  the  detriment  of 
small  corporations  and  independent  inventors,  and  a  patent 
application  should  be  maintained  in  confidence  until  a  patent  is 
granted. 

Response:  The  proposed  changes  to  the  rules  of  practice 
concern  how  (and  not  whether)  the  Office  will  implement  the 
eighteen-month  publication  provisions  of  the  American  Inven- 
tors Protection  Act  of  1999.  In  any  event,  the  eighteen-month 
publication  provisions  of  the  American  Inventors  Protection 
Act  of  1999  permit  small  corporations  and  independent  inven- 
tors (or  any  applicant)  who  do  not  file  counterpart  foreign  or 
international  applications  (which  are  subject  to  eighteen-month 
publication)  to  "opt-out"  of  eighteen-month  publication  (§ 
1.213),  and  provide  provisional  rights  protection  (35  U.S.C. 
154(d))  to  those  who  do  not  or  cannot  "opt-out"  of  eighteen- 
month  pubhcation. 

Comment  46:  One  comment  suggested  that  the  eighteen-month 
period  for  publication  of  an  application  should  not  include  a 
prior  application  for  which  the  application  claims  a  benefit  as 
a  continuation-in-part  application. 

Response:  35  U.S.C.  122(b)  provides  for  publication  at  eigh- 
teen months  "from  the  earliest  filing  date  for  which  a  benefit  is 
sought  under  this  title."  Thus,  35  U.S.C.  122(b)  provides  that 
this  eighteen-month  period  is  measured  from  the  earliest 
claimed  filing  date,  whether  the  benefit  of  that  filing  date  is 
claimed  as  a  continuation,  divisional,  or  continuation-in-part 
application. 

Conmient  47:  Several  comments  suggested  that  it  is  inefficient 
and  inappropriate  to  (re)publish  an  international  application  if 
the  international  application  has  been  published  by  the  IB 
under  PCT  Article  21  in  English.  One  comment  suggested  that 
PCT  Article  29  and  35  U.S.C.  374  equate  the  IB  pubhcation  of 
an  international  application  to  the  publication  of  the  applica- 
tion under  35  U.S.C.  122(b).  Another  comment  suggested  that 
if  the  Office  means  to  publish  an  international  application  even 
if  the  international  application  has  been  published  by  the  IB 
under  PCT  Article  21  in  Enghsh,  the  Office  should  amend  § 
1.211(a)  to  explicitly  state  as  much. 

Response:  The  IB  publication  of  an  international  application 
will  not  be  included  in  the  Office's  patent  application  publica- 
tion search  database.  The  Office  must  (re)publish  international 
applications  that  entered  the  national  stage  to  place  these 
applications  into  its  patent  application  pubhcation  search 
database.  The  benefit  gained  by  ensuring  that  these  prior  art 
documents  will  be  included  in  the  Office's  patent  application 
publication  search  database  outweighs  the  cost  of  (re)publish- 
ing  these  applications. 
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Since  §  1.211(a)  states  that  "each  international  application  in 
compliance  with  35  U.S.C.  371  will  be  published  promptly 
after  the  expiration  of  a  period  of  eighteen  months  from  the 
earhest  filing  date  for  which  a  benefit  is  sought  under  title  35, 
United  States  Code."  No  amendment  to  §  1.211(a)  is 
necessary  for  it  to  explicitly  state  that  the  Office  will  publish  an 
international  application  that  is  in  compliance  with  35  U.S.C. 
371  (regardless  of  whether  the  international  application  has 
been  published  by  the  IB  under  PCT  Article  21  in  English). 

Comment  48:  One  comment  suggested  that  the  Office  clarify 
the  phrase  "sufficient  time"  in  §  1.211(a)  so  that  applicants  in 
the  same  situations  will  be  treated  the  same. 

Response:  The  Office  cannot  remove  an  apphcation  from  the 
publication  process  later  than  two  weeks  from  the  projected 
date  of  pubhcation.  Thus,  the  phrase  "sufficient  time"  means 
that  the  application  must  issue  as  a  patent  at  least  two  weeks 
before  its  projected  publication  date.  Section  1.211(a)  does  not 
include  a  specified  time  frame  because  improvements  in  the 
publication  process  may  permit  the  Office  to  remove  an 
application  from  the  publication  process  later  than  two  weeks 
from  the  projected  date  of  publication. 

Comment  49:  One  comment  suggested  that  the  burden  should 
be  on  the  Office  to  determine  whether  a  corresponding  appli- 
cation has  been  filed  in  a  country  that  requires  eighteen-month 
publication.  The  comment  also  suggested  that  the  Office 
publish  only  apphcations  that  the  Office  can  demonstrate  that 
the  application  has  been  or  will  be  filed  in  a  country  that 
requires  eighteen-month  publication  or  if  the  applicant  affir- 
matively requests  publication.  The  comment  also  suggested 
that  an  applicant's  failure  to  timely  notify  the  Office  of  a 
foreign  filing  should  not  result  in  abandonment  of  the  apph- 
cation, and  that  the  Office  should  send  reminders  of  this 
obligation  to  those  applicants  who  file  a  nonpublication  request 
with  their  applications. 

Response:  35  U.S.C.  122(b)(2)(B)(i)  places  the  burden  on  the 
applicant  to  afl&rmatively  request  that  an  apphcation  not  be 
pubhshed,  and  35  U.S.C.  122(b)(2)(B)(iii)  provides  that  an 
application  is  abandoned  (by  operation  of  law)  if  an  applicant 
submits  a  nonpublication  request,  subsequently  files  a  corre- 
sponding application  in  a  foreign  country,  and  then  fails  to 
timely  notify  the  Office  that  a  corresponding  application  has 
been  filed  in  a  foreign  country.  35  U.S.C.  122(b)(2)(B)  does 
not  provide  for  the  Office  to  determine  or  demonstrate  whether 
a  corresponding  application  has  been  filed  in  a  foreign  country 
or  to  issue  reminders  to  apphcants  who  filed  a  nonpublication 
request  with  their  applications. 

Comment  50:  One  comment  suggested  that  the  certification 
requirement  of  §  1.213  is  too  severe,  and  that  an  applicant 
should  be  required  to  certify  only  that  a  foreign  filing  is  not 
contemplated  and  that  the  applicant  will  notify  the  Office 
promptly  in  the  event  that  a  foreign  filing  occurs. 

Response:  The  certification  required  by  §  1.213  tracks  the 
certification  required  by  35  U.S.C.  122(b)(2)(B)(i)  ("the  inven- 
tion disclosed  in  the  application  has  not  and  will  not  be  the 
subject  of  an  application  filed  in  another  country,  or  under  a 
multilateral  international  agreement,  that  requires  publication 
of  applications  18  months  after  filing"). 

The  suggested  "less  severe"  certification  would  not  be  consis- 
tent with  the  certification  required  by  35  U.S.C. 
122(b)(2)(B)(i). 

Corrmient  51:  One  comment  suggested  that  since  submission 
of  a  nonpublication  request  is  a  serious  matter  and  an  apph- 
cation for  which  a  nonpublication  request  is  submitted  requires 
exception  handling,  the  Office  should  charge  a  substantial  fee 
for  submitting  a  nonpubhcation  request. 

Response:  While  the  submission  of  a  nonpublication  request 
and  certification  should  be  considered  a  "serious  matter"  by 
applicant,  the  "exception  processing"  required  for  an  applica- 
tion in  which  a  nonpublication  request  is  submitted  is  not 
sufficient  to  warrant  charging  a  processing  fee.  The  patent 
statute  does  not  authorize  the  Office  to  charge  "a  substantial 
fee"  (or  surcharge)  simply  because  of  the  seriousness  of  the 
request  and  certification. 


Comment  52:  Several  comments  requested  clarification  on 
whether  the  Office  would  grant  a  foreign  fiUng  hcense  in  the 
situation  in  which  an  apphcation  is  filed  with  a  nonpubhcation 
request  (which  must  certify  that  the  invention  disclosed  in  the 
apphcation  has  not  been  and  wiU  not  be  the  subject  of  an 
application  filed  in  another  country,  or  under  a  multilateral 
agreement,  that  requires  publication  at  eighteen  months  after 
filing). 

Response:  The  Office  will  review  an  application  to  determine 
whether  it  is  appropriate  to  grant  a  foreign  fifing  hcense  even 
if  the  apphcant  files  a  nonpublication  request  with  the  appli- 
cation because:  (1)  the  apphcant  may  subsequently  file  the 
application  in  a  foreign  country  that  requires  eighteen-month 
publication  and  notify  the  Office  of  such  filing;  and  (2)  not  all 
foreign  countries  require  eighteen-month  pubhcation. 

Comment  53:  Several  comments  suggested  that  §  1.215  also 
state  that  the  patent  application  publication  include  the  classi- 
fication of  the  patent  apphcation. 

Response:  The  Office  plans  to  include  the  classification  on  the 
front  page  of  a  patent  apphcation  publication.  The  rules  of 
practice  do  not  set  forth  the  particulars  of  what  appears  on  the 
front  page  of  a  patent.  Therefore,  it  is  not  necessary  for  the 
rules  of  practice  to  set  forth  this  or  other  particulars  of  what 
will  appear  on  the  front  page  of  a  patent  apphcation  pubhca- 
tion. 

Comment  54:  Several  comments  suggested  that  the  Office 
provide  a  "transitional  pubhcation  arrangement"  for  apphca- 
tions that  are  due  for  publication  shortly  after  they  are  filed 
(due  to  a  claim  under  35  U.S.C.  120).  The  comment  specifi- 
cally suggested  that  applicants  should  be  given  some  period  of 
time  (after  the  filing  date)  within  which  to  comply  with  the 
requirements  for  publication  before  the  delay  in  compliance 
serves  as  a  basis  for  a  reduction  in  any  patent  term  adjustment. 

Response:  The  notice  of  proposed  rulemaking  sets  forth  with 
particularity  the  Office's  planning  approach  to  eighteen-month 
publication.  Therefore,  the  pubhc  has  been  given  over  seven 
months  of  notice  of  the  requirements  an  application  must  meet 
to  be  in  condition  for  eighteen-month  publication.  Since  any 
applicant  filing  an  application  on  or  after  November  29,  2000, 
has  been  given  this  notice  of  the  requirements  an  application 
must  meet  to  be  in  condition  for  eighteen-month  publication, 
the  Office  is  not  providing  a  "transitional  pubhcation  arrange- 
ment." The  impact  that  a  delay  in  compliance  with  the 
requirements  for  publication  will  have  on  patent  term  adjust- 
ment is  set  forth  in  35  U.S.C.  154(b)(2)(C)(ii)  and  § 
1.704(b). 

Comment  55:  Several  comments  suggested  that  the  Office's 
reliance  upon  its  electronic  filing  system  (EPS)  for  submission 
of  copies  (redacted,  as-amended,  or  for  voluntary  publication) 
of  an  application  for  publication  purposes  jeopardizes  the 
optional  pubhcation  procedures.  The  comments  specifically 
suggested  that:  (1)  the  Office  should  not  mandate  the  filing  of 
a  copy  of  an  apphcation  for  pubhcation  purposes  by  EPS  until 
the  Office  has  demonstrated  that  EPS  is  fully  functional;  (2) 
applicants'  experience  with  the  Office's  pilot  EPS  program  has 
been  plagued  with  extra  costs  and  information  system  prob- 
lems; (3)  an  EPS  submission  requirement  effectively  excludes 
the  small  inventor  community;  and  (4)  the  EPS  submission 
requirement  effectively  deprives  most  applicants  of  the  right  to 
seek  voluntary  publication  or  publication  of  an  application 
"as-amended"  by  requiring  a  copy  of  the  previously  filed 
apphcation  to  be  submitted  in  a  particular  filing  system. 

Response:  A  key  objective  of  any  pilot  program  is  to  identify 
improvements  that  can  or  should  be  made  to  the  program.  EPS 
pilot  participant  experiences  have  identified  such  improve- 
ments for  the  EPS  software,  and  the  Office  has  enhanced  EPS 
based  upon  such  experiences.  EPS  as  enhanced  will  permit 
applicants  to  create  a  copy  of  the  patent  apphcation  text  in  a 
familiar  word  processing  environment  with  minimal  effort. 
The  accuracy  and  speed  resulting  from  the  improvements  to 
the  authoring  tool  (word  processing  software  for  creating 
tagged  patent  application  specification  text),  and  the  EPS 
desktop  software  (used  for  the  submission  of  a  copy  of  an 
application  via  EPS),  wiU  facilitate  the  timely  and  efficient 
publication  of  applications. 
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Examples  of  improvements  to  be  implemented  by  November 
of  2000  in  the  next  release  of  the  Patent  Application  Specifi- 
cation Authoring  Tool  (PAS AT)  are:  (1)  an  enhanced  Office 
Assistant  function  including  capability  to  enable  or  disable  the 
help  option;  (2)  the  addition  of  keyboard  short  cuts  to  facilitate 
authoring;  (3)  enhanced  editing  capabilities  to  be  available,  for 
example,  inserting  special  characters  during  a  "paste  text" 
process;  (4)  the  capability  to  copy  and  paste  tables  from  an 
existing  word  processing  document;  and  (5)  an  enhanced 
authoring  tool  that  will  support  Microsoft  Windows  2000  and 
Word  2000  software. 

The  Office  also  plans  to  have  the  following  improvements  in 
the  desktop  software  (electronic  Packaging  and  Validation 
Engine  (ePAVE))  in  place  by  the  fall  of  2000:  (1)  a  feature 
permitting  applicants  to  enter  free-form  text  (comments)  as 
part  of  the  electronic  filing  transmittal;  (2)  providing  for  the 
entry  of  the  application  information  for  the  application  data 
sheet  (§  1.76);  and  (3)  preview  and  printing  of  patent 
application  information  before  submission. 

These  new  features  will  be  fully  tested  as  part  of  the  software 
quality  assurance  component  of  the  Office's  system  develop- 
ment process  for  managing  software  development  and  deploy- 
ment. Thus,  EPS  will  be  sufficiently  enhanced  by  the  fall  of 
2(X)0  to  be  rehed  upon  for  submission  of  a  copy  of  an 
apphcation  to  the  Office  under  the  optional  publication  provi- 
sions of  §§  1.215,  1.217,  and  1.221. 

Finally,  the  Office  has  also  conducted  a  number  of  workshops 
concerning  its  Patent  Electronic  Business  Center  (which  in- 
clude filings  under  EPS)  through  the  Patent  and  Trademark 
Depository  Libraries  (PTDLs).  These  workshops  include  a 
portion  specifically  directed  at  independent  inventors. 

Comment  56:  One  comment  suggested  that  the  Office  permit 
applicants  to  file  paper  copies  of  applications  for  publication 
and  charge  a  fee  to  recover  the  cost  of  converting  the 
application  into  an  electronic  format. 

Response:  The  suggested  approach  is  impractical  in  view  of 
the  current  nature  of  the  Office's  budget.  The  Office  cannot 
spend  the  fees  it  collects  absent  authority  from  Congress  to  do 
so.  Recently,  Congress  has  not  authorized  the  Office  to  spend 
all  of  the  fees  it  collects;  rather.  Congress  has  authorized  the 
Office  to  spend  up  to  only  a  certain  amount  of  the  fees  it 
collects  and  diverted  the  remaining  fees  to  other  programs. 
Thus,  even  if  the  Office  collects  the  suggested  fee  (ostensibly 
to  recover  the  Office's  cost  of  converting  the  application  into 
an  electronic  format),  such  fees  would  likely  be  diverted  from 
the  Office  leaving  the  Office  with  no  funding  to  actually 
recover  the  Office's  cost  of  converting  the  application  into  an 
electronic  format. 

Comment  57:  One  comment  questioned  how  color  drawings, 
which  are  still  permitted  to  be  filed  on  paper  and  are  not 
permitted  by  EPS,  can  be  submitted  via  EPS. 

Response:  Patent  application  publications  will  not  contain 
color  drawings  (if  an  application  is  filed  with  color  drawings, 
the  patent  application  publication  will  include  only  a  black- 
and-white  copy  of  the  color  drawings).  Therefore,  it  is  unnec- 
essary to  provide  for  color  drawings  to  be  submitted  by  EPS 
for  publication  purposes. 

Comment  58:  One  comment  questioned  how  a  continued 
prosecution  application  (CPA)  under  §  1.53(d)  would  be 
published  as  a  patent  application  publication,  and  suggested 
that  the  Office  use  the  claims  as  filed  in  a  CPA  as  they  existed 
at  the  termination  of  prosecution  (in  the  prior  application)  as 
the  basis  for  the  patent  application  publication  due  to  the 
provisional  rights  requirements  of  35  U.S.C.  154(d). 

Response:  The  Office  has  amended  §  1.53(d)(l)(i)  to  provide 
that  the  prior  application  of  a  CPA  (utility  or  plant)  must  have 
been  filed  prior  to  May  29,  2000.  See  Changes  to  Application 
Examination  and  Provisional  Application  Practice.  Interim 
Rule,  65  PR  14865,  14872  (Mar.  20,  2000),  1233  Off.  Gaz.  Pat- 
Office  47  (Apr.  11,  2000).  This  should  cause  CPA  practice  (in 
utility  or  plant  applications)  to  phase  out  and  limit  the 
instances  in  which  the  Office  must  publish  a  CPA.  The  Office 
plans  to  create  a  patent  application  publication  for  a  CPA  under 
§  1.53(d)  using  its  PACR  database  or  microfilm  records. 
Thus,  a  patent  application  publication  for  a  CPA  will  reflect  the 


prior  application  (the  application  originally  assigned  the  appli- 
cation number  assigned  to  the  CPA)  as  filed.  For  this  reason, 
any  applicant  filing  a  CPA  under  §  1.53(d)  on  or  after 
November  29,  2000,  is  advised  to  also  file  a  copy  of  the 
application-as-amended  for  publication  purposes  to  take  full 
advantage  of  provisional  rights  under  35  U.S.C.  154(d). 

Comment  59:  One  comment  suggested  that  the  Office  clarify 
the  "separate  paper"  requirement  for  assignee  information  to 
be  printed  on  the  patent  application  publication  (e.g.,  whether 
it  can  be  included  on  a  transmittal  letter,  whether  a  separate 
paper  is  required  for  each  item  of  information).  Another 
comment  suggested  that  since  it  will  benefit  the  public  to  have 
assignee  information  included  on  the  patent  application  pubh- 
cation,  the  Office  should  provide  a  convenient  manner  of 
submitting  assignee  information  for  inclusion  on  the  patent 
application  publication.  Another  comment  suggested  that  the 
Office  set  forth  a  form  or  format  to  avoid  confusion  over  the 
requirements  for  submitting  assignee  information  for  inclusion 
on  the  patent  application  publication. 

Response:  Section  1.76  has  been  revised  to  provide  for  the 
inclusion  of  assignee  information  on  the  application  data  sheet. 
See  §  1.76(b)(7).  Assignee  information  is  the  name  (either 
person  or  juristic  entity)  and  address  of  the  assignee  of  the 
entire  right,  title,  and  interest  in  an  application.  Section 
1.215(b)  has  been  revised  to  provide  that  if  the  applicant  wants 
the  patent  application  publication  to  include  assignee  informa- 
tion, the  applicant  must  include  the  assignee  information  on  the 
application  transmittal  sheet  or  the  application  data  sheet  (§ 
1.76). 

Cotmnent  60:  One  comment  suggested  that  the  Office  print  the 
assignment  information  contained  in  its  assignment  records  on 
patent  application  publications,  rather  than  relying  upon  or 
expecting  applicants  to  provide  this  information  on  a  separate 
paper. 

Response:  The  Office  does  not  require  that  appropriate  as- 
signee information  be  printed  on  a  patent  and  does  not  plan  to 
require  that  appropriate  assignee  information  be  printed  on  a 
patent  application  publication.  Therefore,  the  Office  plans  to 
simply  print  such  assignee  information  as  is  provided  by  an 
applicant,  rather  than  automatically  include  assignee  informa- 
tion from  its  assignment  records  on  a  patent  application 
pubhcation. 

Comment  61:  One  comment  suggested  that  applicants  should 
receive  confirmation  of  a  nonpublication  request  on  the  filing 
receipt.  The  comment  also  suggested  that  if  the  publication 
date  is  changed  at  all  (and  not  just  by  more  than  two  weeks), 
the  apphcants  should  be  notified  of  the  new  publication  date. 

Response:  If  a  nonpublication  request  is  filed  with  an  applica- 
tion, the  filing  receipt  for  the  application  will  indicate  "No 
Pubhcation"  to  confirm  receipt  of  the  nonpubhcation  request  to 
the  applicant.  If  the  apphcation  has  not  yet  entered  the 
fourteen-week  publication  cycle,  the  applicant  will  be  notified 
of  any  changes  in  the  publication  date.  If  the  application  has 
entered  the  fourteen-week  publication  cycle,  the  applicant  will 
only  be  notified  of  changes  in  the  publication  date  if  the 
publication  date  is  changed  by  more  than  two  weeks. 

Comment  62:  One  comment  suggested  that  the  Office  should 
place  paper  copies  of  patent  application  publications  in  the 
Pubhc  Search  Room  and  in  the  examiners'  search  rooms. 

Response:  The  Office  has  considered  placing  paper  copies  of 
patent  application  publications  in  the  Public  Search  Room  and 
in  the  examiners'  search  rooms.  The  Office,  however,  is 
migrating  to  a  fully  electronic  search  and  the  investment 
necessary  to  create  and  maintain  both  electronic  and  paper 
collections  of  patent  application  publications  is  not  feasible. 

Comment  63:  One  comment  suggested  that  the  Office  should 
place  its  weekly  volumes  of  patent  application  publications  on 
its  Internet  Web  site  so  that  they  are  as  readily  available  as 
issued  U.S.  patents. 

Response:  The  Office  plans  to  place  its  weekly  volumes  of 
patent  apphcation  publications  (both  image  and  text-search- 
able) on  its  Internet  Web  site. 


1280  OG  262 
(128) 


OFFICIAL  GAZETTE 


March  2,  2004 


Comment  64:  A  number  of  comments  opposed  the  publication 
of  only  a  redacted  copy  of  an  application  (rather  than  the  entire 
application).  One  comment  questioned  whether  a  redacted 
copy  of  an  application  satisfied  the  "actual  notice"  requirement 
of  35  U.S.C.  154(d). 

Response:  The  filing  of  a  redacted  copy  of  an  application  for 
pubUcation  is  provided  for  in  35  U.S.C.  122(b)(2)(B)(v). 
Whether  publication  of  a  redacted  copy  of  an  application  will 
satisfy  the  provisional  rights  requirements  of  35  U.S.C.  154(d) 
will  depend  upon  the  particulars  of  the  simations.  Any  appli- 
cant seeking  provisional  rights  requirements  of  35  U.S.C. 
154(d)  but  planning  to  file  a  redacted  copy  of  an  application  for 
pubUcation  should  carefully  consider  the  provisions  of  the  last 
sentence  of  35  U.S.C.  122(b)(2)(B)(v). 

Conmient  65:  Several  comments  suggested  that  the  require- 
ments (e.g.,  use  of  EFS,  multiple  copies  of  submissions  and 
Office  actions,  bracketed  copy  of  application  showing  redac- 
tions, and  copies  and  translations  of  foreign  applications)  for  a 
redacted  copy  of  an  application  for  publication,  are  so  onerous 
they  frustrate  the  purpose  of  the  statute.  The  comments 
suggested  that  the  Office  should  not  require  that  a  redacted 
copy  of  an  application  submitted  for  pubUcation  purposes  be 
filed  by  EFS.  One  comment  also  suggested  that  the  Office 
should  treat  applications  for  which  a  redacted  copy  is  submit- 
ted for  publication  the  same  as  other  applications. 

Response:  The  Office  is  requiring  a  copy  of  the  application 
showing  redactions  in  brackets  and  copies  and  translations  of 
foreign  counterpart  applications  so  that  the  applicant  will 
compare  the  application  as  redacted  to  the  foreign  counterpart 
appUcations  to  ensure  that  any  redaction  is  appropriate.  This 
will  help  to  avoid  the  situation  in  which  an  appUcant  inadvert- 
ently redacts  material  that  was  in  fact  contained  in  a  foreign 
counterpart  application.  The  Office  requires  multiple  copies  of 
submissions  and  Office  actions  so  that  the  Office  will  have  an 
appropriately  redacted  copy  of  the  application  that  can  be 
provided  when  the  Office  needs  to  provide  a  member  of  the 
pubUc  with  such  a  copy.  The  Office  requires  EFS  submission  of 
a  redacted  copy  of  an  application  for  pubUcation  because  the 
Office  must  have  the  copy  submitted  via  the  most  efficient 
means  available  (EFS)  since  the  application  will  already  be  in 
the  publication  cycle  by  sixteen  months  from  the  earliest 
priority  date.  The  Office  does  not  treat  applications  for  which 
a  redacted  copy  is  submitted  for  publication  in  the  same 
manner  as  other  applications  because  the  filing  of  a  redacted 
copy  of  an  appUcation  for  publication  (unlike  other  applica- 
tions) places  a  significant  burden  on  the  Office. 

Comment  66:  One  comment  suggested  that  it  was  not  clear 
how  to  indicate  the  portion  of  the  redacted  contents  of  an 
application  for  which  a  redacted  copy  is  submitted  for  pubU- 
cation. 

Response:  The  redacted  copy  of  the  appUcation  being  submit- 
ted for  publication  should  simply  not  include  the  portions  that 
have  been  redacted.  The  "marked  up"  copy  of  the  application 
showing  the  redaction  that  is  submitted  for  the  appUcation  file 
should  show  the  portions  that  have  been  redacted  in  brackets. 

Comment  67:  One  comment  suggested  that  since  maintaining 
the  file  of  an  application  for  which  a  redacted  copy  of  the 
application  was  submitted  for  pubUcation  in  a  partially  pub- 
lished/partially unpubUshed  condition  requires  exception  han- 
dling, these  applicants  should  be  charged  a  significant  fee 
($500)  and  not  just  the  $130  processing  fee  set  forth  in  § 
1.17(i). 

Response:  As  indicated  above,  fiUng  a  redacted  copy  of  an 
application  for  publication  and  maintaining  a  set  of  redacted 
papers  in  the  application  does  place  a  significant  burden  on  the 
Office.  The  $130  processing  fee  set  forth  in  §  1.1 7(i),  which 
must  accompany  each  submission  under  §  1.17(d)(1)  or  § 
1.17(d)(2)  (§  1.17(d)(3))  is  considered  an  appropriate  fee  for 
this  special  handling. 

Comment  68:  One  comment  suggested  that  the  certificate  of 
maiUng  provisions  of  §  1.8  should  apply  to  the  fiUng  of 
materials  relating  to  submission  of  a  redacted  copy  of  an 
application  for  publication  (§  1.217). 


Response:  Since  the  redacted  copy  of  an  appUcation  for 
pubUcation  must  be  submitted  via  EFS  (and  not  via  the  mail), 
the  certificate  of  mailing  practice  set  forth  in  §  1.8  is 
inappUcable  to  the  submission  of  a  redacted  copy  of  an 
application  for  publication.  In  view  of  the  significant  burden 
that  fiUng  a  redacted  copy  of  an  application  for  publication 
places  on  the  Office,  the  Office  considers  it  appropriate  to 
require  such  an  applicant  to  provide  the  Office  with  the 
document  necessary  for  processing  the  application  by  means 
that  ensure  that  such  documents  are  promptly  received  in  the 
Office. 

Comment  69:  One  comment  suggested  that  the  Office  should 
provide  an  opportunity  to  correct  a  defective  EFS  publication 
submission  for  voluntary  publication  or  repubUcation  of  an 
application,  rather  than  simply  refunding  the  publication  fee 
and  not  pubUshing  the  appUcation  as  provided  in  §  1.221. 

Response:  The  Office  plans  to  treat  a  defective  EFS  publication 
submission  by  attempting  to  contact  the  submitter  (by  tele- 
phone) to  obtain  correction  of  the  submission  (with  a  new 
submission  that  is  correct).  The  provision  in  §  1.221  con- 
cerning the  refunding  of  the  publication  fee  and  not  publishing 
the  appUcation  will  apply  in  those  situations  in  which  the 
Office's  attempts  to  contact  the  submitter  or  obtain  correction 
of  the  EFS  submission  are  unsuccessful. 

Comment  70:  One  comment  suggested  that  the  Office  provide 
a  box  other  than  "Box  PCT"  in  §  1.417  for  receipt  of  an 
international  publication  or  copy  of  an  English-language  trans- 
lation of  an  international  application  under  35  U.S.C.  154(d)(4) 
to  avoid  the  commingUng  of  these  papers  with  other  PCT 
submissions. 

Response:  The  Office  does  not  consider  a  separate  box  (other 
than  "Box  PCT")  for  copies  of  an  international  publication  or 
copies  of  an  English  language  translation  of  an  international 
application  under  35  U.S.C.  154(d)(4)  to  be  necessary.  The 
Office  will  create  such  a  separate  box  in  the  event  that  a 
separate  box  for  copies  of  an  international  publication  or  copy 
of  an  English  language  translation  of  an  international  applica- 
tion under  35  U.S.C.  154(d)(4)  proves  to  be  necessary. 

Comment  71:  One  comment  suggested  that  the  Office  draft  a 
rule  stating  what  fact  situation  must  exist  for  an  international 
application  to  have  provisional  rights  protection  in  the  United 
States  (noting  PCT  Article  29(2)). 

Response:  The  Office  is  not  charged  with  administering  pro- 
visional rights  under  35  U.S.C.  154(d)  and  the  enforcement  of 
provisional  rights  will  not  be  via  a  proceeding  in  the  Office. 
Therefore,  the  Office  is  not  promulgating  regulations  concern- 
ing what  situation  must  exist  for  any  type  of  application  to 
have  provisional  rights  protection.  See  35  U.S.C.  2(b)(2)(A). 

Comment  72:  Several  comments  suggested  that  the  Office 
clarify  the  following  issues  concerning  the  treatment  of  se- 
quence Ustings:  (1)  the  latest  date  on  which  a  sequence  Usting 
must  be  submitted  to  avoid  a  delay  in  the  transfer  of  an 
appUcation  to  the  Technology  Centers  (and  without  reduction 
of  any  patent  term  adjustment);   (2)   whether  applications 
containing  sequence  Ustings  that  do  not  comply  with  §  1.821 
et  seq.   will  be  forwarded  to  the  Technology  Centers  for 
substantive  examination  (or  which  requirements  of  §  1.821  et 
seq.  must  be  compUed  with  before  the  appUcation  is  forwarded 
to  the  Technology  Centers  for  substantive  examination);  (3) 
whether  non-compliance  with  the  sequence  listing  require- 
ments of  §    1.821   et  seq.   will  be  treated  as  strictly  as 
non-compUance  with  the  drawings  requirements  of  §  1.84 
(and,  if  so,  what  changes  wiU  be  implemented  to  reduce 
complications  associated  with  the  use  of  sequence  listing 
authoring  and  submission  software);  and  (4)  precisely  how  an 
applicant  is  to  make  a  reference  to  a  previously  filed  sequence 
listing. 

Response:   An   application   will   not   be   transferred   to   the 
Technology  Centers  until  it  contains  a  sequence  listing  (if 
required)  that  complies  with  §  1.821  et  seq.  The  impact  that 
a  delay  in  filing  a  sequence  listing  (if  required)  that  complies 
with  §  1.821  etseq.  wiU  have  on  patent  term  adjustment  is  set 
forth  in  35  U.S.C.  154(b)(2)(C)(n)  and  §  1.704(b). 
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Sequence  submission  software  for  creating  sequence  listings  is 
available  for  download,  and  is  available  to  make  it  easier  to 
comply.  Applicants  are  not  required  to  use  this  software,  and 
need  not  do  so  if  they  feel  it  does  not  meet  their  needs. 
Applicants  are  only  required  to  foUow  the  format  outlined  in 
§  1.821  et  seq.  Applicants  may  also  obtain  the  "checker" 
software  to  check  their  submissions  prior  to  sending  them  to 
the  OflBce  to  reduce  the  chance  of  errors.  This  "checker" 
software  is  also  available  for  download. 

As  discussed  above,  rather  than  permit  an  EFS  copy  of  an 
application  being  submitted  to  the  Office  for  eighteen-month 
publication  purposes  to  simply  contain  a  reference  to  a 
previously  filed  sequence  listing,  the  OflBce  is  requiring  that  the 
EFS  copy  contain  a  text  file  copy  of  the  sequence  listing. 

Classification 

Administrative  Procedure  Act:  The  changes  to  §§  1.19, 
1.76  and  1.103  were  not  included  in  the  Notice  of  Proposed 
Rulemaking.  The  change  to  §  1.19  merely  sets  forth  the  fees 
for  copies  of  patent  application  publications,  the  change  to  § 
1.76  merely  provides  that  assignee  information  may  be  in- 
cluded on  the  application  data  sheet,  and  the  change  to  § 
1.103  merely  sets  forth  the  conditions  under  which  the  Office 
will  defer  examination  of  an  application.  Therefore,  these 
changes  concern  only  rules  of  Office  procedure,  and  prior 
notice  and  an   opportunity  for  public  comment  for  these 
changes  is  not  required  pursuant  to  5  U.S.C.  553(b)(A),  or  any 
other  law. 

Regulatory  Flexibility  Act:  The  Chief  Counsel  for  Regulation 
of  the  Department  of  Commerce  certified  to  the  Chief  Counsel 
for  Advocacy,  Small  Business  Administration,  that  the  changes 
in  this  final  rule  do  not  have  a  significant  impact  on  a 
substantial  number  of  small  entities  (Regulatory  Flexibility 
Act,  5  U.S.C.  605(b)).  This  final  rule  implements  the  eighteen- 
month  publication  provisions  of  §§  4501  through  4508  of 
the  American  Inventors  Protection  Act  of  1999.  The  changes  in 
this  final  rule  provide  procedures  for  the  eighteen-month 
pubhcation  of  patent  applications. 

An  applicant  may  file  a  nonpublication  request  (opt-out  of 
eighteen-month  publication)  if  the  invention  disclosed  in  the 
application  has  not  and  will  not  be  the  subject  of  an  application 
filed  in  another  country,  or  under  a  multilateral  international 
agreement,  that  requires  eighteen-month  publication.  Since 
almost  all  small  entities  file  patent  applications  only  in  the 
United  States,  almost  all  small  entities  can  choose  whether 
they  want  their  applications  to  be  subject  to  eighteen-month 
publication.  The  Office  receives  roughly  60,000  applications 
each  year  from  small  entities.  Based  upon  input  from  small 
entity  groups  during  the  legislative  process,  the  Office  expects 
that  small  entities  will  file  a  nonpublication  request  for  roughly 
30,000  apphcations  (fifty  percent)  with  the  remaining  30,000 
applications  being  subject  to  eighteen-month  publication. 
Since  the  current  apphcation  allowance  rate  is  roughly  sixty- 
seven  percent,  roughly  20,000  applications  subject  to  eighteen- 
month  publication  will  be  allowed,  at  which  time  a  publication 
fee  ($300)  will  be  due.  Since  the  publication  fee  is  less  than 
one-third  of  the  combined  cost  of  the  application  filing  fee 
($345)  and  patent  issue  fee  ($605),  there  will  not  be  a 
significant  economic  impact  on  a  substantial  number  of  small 
entities  due  to  eighteen-month  publication. 

Executive  Order  13132:  This  rulemaking  does  not  contain 
policies  with  federalism  implications  sufficient  to  warrant 
preparation  of  a  Federalism  Assessment  under  Executive  Order 
13132  (Aug.  4,  1999). 

Executive  Order  12866:  This  rulemaking  has  been  deter- 
mined to  be  not  significant  for  purposes  of  Executive  Order 
12866  (Sept.  30,  1993). 

Paperwork  Reduction  Act:  This  final  rule  involves  informa- 
tion collection  requirements  that  are  subject  to  review  by  the 
Office  of  Management  and  Budget  (0MB)  under  the  Paper- 
work Reduction  Act  of  1995  (44  U.S.C.  3501  et  seq,).  The 
collections  of  information  involved  in  this  final  rule  have  been 
reviewed  and  previously  approved  by  0MB  under  OMB 
control  numbers:  0651-0021,  0651-0027,  0651-0031,  0651- 
0032,  0651-0033,  and  0651-0034. 


As  required  by  the  Paperwork  Reduction  Act  of  1995  (44 
U.S.C.  3507(d)),  the  United  States  Patent  and  Trademark 
Office  submitted  an  information  collection  package  to  OMB 
for  its  review  and  approval  of  the  information  collections 
under  OMB  control  number  0651-0031  and  0651-0032.  The 
United  States  Patent  and  Trademark  Office  is  submitting  these 
information  collections  to  OMB  for  its  review  and  approval 
because  this  final  rule  adds  the  nonpublication  request,  rescis- 
sion of  the  nonpublication  request,  electronic  filing  system 
copy  of  the  application  (for  publication  purposes),  copy  of  the 
application  file  content  showing  redactions,  and  petition  to 
accept  a  delayed  priority  claim  to  these  collections. 

As  discussed  above,  this  final  rule  also  involves  currently 
approved  information  collections  under  OMB  control  num- 
bers: 0651-0021,  0651-0027,  0651-0033,  and  0651-0034.  The 
United  States  Patent  and  Trademark  Office  is  not  resubmitting 
those  information  collection  packages  to  OMB  for  its  review 
and  approval  because  the  changes  in  this  final  rule  do  not  affect 
the  information  collection  requirements  associated  with  the 
information  collections  under  those  OMB  control  numbers. 

The  title,  description  and  respondent  description  of  each  of  the 
information  collections  are  shown  below  with  an  estimate  of 
each  of  the  annual  reporting  burdens.  Included  in  each  estimate 
is  the  time  for  reviewing  instructions,  gathering  and  maintain- 
ing the  data  needed,  and  completing  and  reviewing  the 
collection  of  information. 

OMB  Number:  0651-0021. 

Title:  Patent  Cooperation  Treaty. 

Form  Numbers:  PCT/RO/ 101, ANNEX/ 134/ 144,  PTO-1382, 
PCT/IPEA/401,  PCT/IB/328. 

Type  of  Review:  Approved  through  September  of  2000. 

Affected  Public:  Individuals  or  Households,  Business  or 
Other  For-Profit  Institutions,  Federal  Agencies  or  Employees, 
Not-for-Profit  Institutions,  Small  Businesses  or  Organizations. 

Estimated  Number  of  Respondents:  102,950. 

Estimated  Time  Per  Response:  0.9538  hour. 

Estimated  Total  Annual  Burden  Hours:  98,195  hours. 

Needs  and  Uses:  The  information  collected  is  required  by 
the  Patent  Cooperation  Treaty  (PCT).  The  general  purpose  of 
the  PCT  is  to  simplify  the  filing  of  patent  applications  on  the 
same  invention  in  different  countries.  It  provides  for  a  central- 
ized filing  procedure  and  a  standardized  application  format. 

OMB  Number:  0651-0027. 

Title:  Changes  in  Patent  and  Trademark  Assignment  Prac- 
tices. 

Form  Numbers:  PTO-1618  and  PTO-1619,  PTO/SB/15/41. 

Type  of  Review:  Approved  through  May  of  2002. 

Affected  Public:  Individuals  or  Households  and  Businesses 
or  Other  For-Profit  Institutions. 

Estimated  Number  of  Respondents:  209,040. 

Estimated  Time  Per  Response:  0.5  hour. 

Estimated  Total  Annual  Burden  Hours:  104,520  hours. 

Needs  and  Uses:  The  Office  records  about  209,040  assign- 
ments or  documents  related  to  ownership  of  patent  and 
trademark  cases  each  year.  The  Office  requires  a  cover  sheet  to 
expedite  the  processing  of  these  documents  and  to  ensure  that 
they  are  properly  recorded. 

OMB  Number:  0651-0031. 

Title:  Patent  Processing  (Updating). 

Form  Numbers:  PTO/SB/08/21-27/30-31/42/43/61/62/63/ 
64/67/68/91/92/96/97. 

Type  of  Review:  Approved  through  October  of  2002. 

Affected  Public:  Individuals  or  Households,  Business  or 
Other  For-Profit  Institutions,  Not-for-Profit  Institutions  and 
Federal  Government. 

Estimated  Number  of  Respondents:  2,231,365. 

Estimated  Time  Per  Response:  0.46  hours. 

Estimated  Total  Annual  Burden  Hours:  1,018,736  hours. 

Needs  and  Uses:  During  the  processing  of  an  application  for 
a  patent,  the  applicant/agent  may  be  required  or  desire  to 
submit  additional  information  to  the  Office  concerning  the 
examination  of  a  specific  application.  The  specific  information 
required  or  which  may  be  submitted  includes:  Information 
Disclosure  Statements;  Terminal  Disclaimers;  Petitions  to 
Revive;  Express  Abandonments;  Appeal  Notices;  Petitions  for 
Access;  Powers  to  Inspect;  Certificates  of  Mailing  or  Trans- 
mission; Statements  under  §  3.73(b);  Amendments,  Petitions 
and  their  Transmittal  Letters;  and  Deposit  Account  Order 
Forms. 
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OMB  Number:  0651-0032. 

Title:  Initial  Patent  Application. 

Form  Number:  PTO/SB/01-07/13PCT/17-19/29/101-110. 

Type  of  Review:  Approved  through  October  of  2002. 

Affected  Public:  Individuals  or  Households,  Business  or 
Other  For-Profit  Institutions,  Not-for-Profit  Institutions  and 
Federal  Government. 

Estimated  Number  of  Respondents:  334,100. 

Estimated  Time  Per  Response:  8.95  hours. 

Estimated  Total  Armual  Burden  Hours:  2,990,260  hours. 

Needs  and  Uses:  The  purpose  of  this  information  collection 
is  to  permit  the  Office  to  determine  whether  an  appUcation 
meets  the  criteria  set  forth  in  the  patent  statute  and  regulations. 
The  standard  Fee  Transmittal  form,  New  Utility  Patent  Appli- 
cation Transmittal  form.  New  Design  Patent  Application 
Transmittal  form.  New  Plant  Patent  Application  Transmittal 
form.  Declaration,  and  Plant  Patent  Application  Declaration 
will  assist  applicants  in  complying  with  the  requirements  of  the 
patent  statute  and  regulations,  and  will  further  assist  the  Office 
in  processing  and  examination  of  the  application. 

OMB  Number:  0651-0033. 

Title:  Post  Allowance  and  RefiUng. 

Form  Numbers:  PTO/SB/1 3/14/44/50-57;  PTOL-85b. 

Type  of  Review:  Approved  through  September  of  2000. 

Affected  Public:  Individuals  or  Households,  Business  or 
Other  For-Profit  Institutions,  Not-for-Profit  Institutions  and 
Federal  Government. 

Estimated  Number  of  Respondents:  135,250. 

Estimated  Time  Per  Response:  0.325  hour. 

Estimated  Total  Annual  Burden  Hours:  43,893  hours. 

Needs  and  Uses:  This  collection  of  information  is  required 
to  administer  the  patent  laws  pursuant  to  title  35,  U.S.C, 
concerning  the  issuance  of  patents  and  related  actions  includ- 
ing correcting  errors  in  printed  patents,  refihng  of  patent 
applications,  requesting  reexamination  of  a  patent,  and  re- 
questing a  reissue  patent  to  correct  an  error  in  a  patent.  The 
affected  public  includes  any  individual  or  institution  whose 
application  for  a  patent  has  been  allowed  or  who  takes  action 
as  covered  by  the  applicable  rules. 

OMB  Number:  0651-0034. 

Title:  Secrecy/License  to  Export. 

Form  Numbers:  None. 

Type  of  Review:  Approved  through  January  of  2001. 

Affected  Public:  Individuals  or  Households,  Business  or 
Other  For-Profit  Institutions,  Not-for-Profit  Institutions  and 
Federal  Government. 

Estimated  Number  of  Respondents:  2,187. 

Estimated  Time  Per  Response:  0.67  hour. 

Estimated  Total  Annual  Burden  Hours:  1,476  hours. 

Needs  and  Uses:  In  the  interest  of  national  security,  patent 
laws  and  regulations  place  certain  limitations  on  the  disclosure 
of  information  contained  in  patents  and  patent  applications  and 
on  the  filing  of  applications  for  patent  in  foreign  countries. 

The  principal  impact  of  the  changes  in  this  final  rule  is  to 
implement  the  changes  to  Office  practice  necessitated  by 
§§  4501  through  4508  of  the  American  Inventors  Protec- 
tion Act  of  1999  (enacted  into  law  by  §  1000(a)(9),  Division 
B,  of  Pub.  L.  106-113). 

Comments  are  invited  on:  (1)  whether  the  collection  of 
information  is  necessary  for  proper  performance  of  the  func- 
tions of  the  agency;  (2)  the  accuracy  of  the  agency's  estimate 
of  the  burden;  (3)  ways  to  enhance  the  quality,  utility,  and 
clarity  of  the  information  to  be  collected;  and  (4)  ways  to 
minimize  the  burden  of  the  collection  of  information  to 
respondents. 

Interested  persons  are  requested  to  send  comments  regarding 
these  information  collections,  including  suggestions  for  reduc- 
ing this  burden,  to  Robert  J.  Spar,  Director,  Office  of  Patent 
Legal  Administration,  United  States  Patent  and  Trademark 
Office,  Washington,  D.C.  20231,  or  to  the  Office  of  Informa- 
tion and  Regulatory  Affairs  of  OMB,  New  Executive  Office 
Building,  725  17th  Street,  N.W.,  Room  10235,  Washington, 
D.C.  20503,  Attention:  Desk  Officer  for  the  United  States 
Patent  and  Trademark  Office. 

Notwithstanding  any  other  provision  of  law,  no  person  is 
required  to  respond  to  nor  shall  a  person  be  subject  to  a  penalty 
for  failure  to  comply  with  a  collection  of  information  subject  to 


the  requirements  of  the  Paperwork  Reduction  Act  unless  that 
collection  of  information  displays  a  currently  valid  OMB 
control  number. 

List  of  Subjects 

37  CFR  Part  1 

Administrative  practice  and  procedure.  Courts,  Freedom  of 
Information,  Inventions  and  patents.  Reporting  and  record 
keeping  requirements.  Small  Businesses. 

37  CFR  Part  5 

Classified  information,  foreign  relations,  inventions  and  pat- 
ents. 

For  the  reasons  set  forth  in  the  preamble,  37  CFR  Parts  1  and 
5  are  amended  as  follows: 

PART  1— RULES  OF  PRACTICE  IN  PATENT  CASES 

1 .  The  authority  citation  for  37  CFR  Part  1  continues  to  read  as 
follows: 

Authority:  35  U.S.C.  2(b)(2). 

2.  Section  1.9  is  amended  by  revising  paragraph  (c)  to  read  as 
follows: 

§  1.9  Definitions. 


(c)  A  published  application  as  used  in  this  chapter  means  an 
application  for  patent  which  has  been  published  under  35 
U.S.C.  122(b). 

3.  Section  1.11  is  amended  by  revising  paragraph  (a)  to  read  as 
follows: 


§  l.ll  Files  open  to  the  public. 


(a)  The  specification,  drawings,  and  all  papers  relating  to  the 
file  of  an  abandoned  published  application,  except  if  a  redacted 
copy  of  the  application  was  used  for  the  patent  application 
publication,  a  patent,  or  a  statutory  invention  registration  are 
open  to  inspection  by  the  public,  and  copies  may  be  obtained 
upon  the  payment  of  the  fee  set  forth  in  §  1.19(b)(2).  See  § 
2.27  for  trademark  files. 


4.  Section  1.12  is  amended  by  revising  paragraphs  (a)(1)  and 
(b)  to  read  as  follows: 

§  1.12  Assignment  records  open  to  public  inspection. 

(a)(1)  Separate  assignment  records  are  maintained  in  the 
United  States  Patent  and  Trademark  Office  for  patents  and 
trademarks.  The  assignment  records,  relating  to  original  or 
reissue  patents,  including  digests  and  indexes  (for  assigrmients 
recorded  on  or  after  May  1,  1957)  published  patent  apphca- 
tions,  and  assignment  records  relating  to  pending  or  abandoned 
trademark  applications  and  to  trademark  registrations  (for 
assignments  recorded  on  or  after  January  1,  1955)  are  open  to 
public  inspection  at  the  United  States  Patent  and  Trademark 
Office,  and  copies  of  those  assignment  records  may  be  ob- 
tained upon  request  and  payment  of  the  fee  set  forth  in  §  1.19 
and  §  2.6  of  this  chapter. 

(b)  Assignment  records,  digests,  and  indexes  relating  to  any 
pending  or  abandoned  patent  application  which  has  not  been 
published  under  35  U.S.C.  122(b)  are  not  available  to  the 
public.  Copies  of  any  such  assignment  records  and  related 
information  shall  be  obtainable  only  upon  written  authority  of 
the  applicant  or  applicant's  assignee  or  attorney  or  agent  or 
upon  a  showing  that  the  person  seeking  such  irfformation  is  a 
bona  fide  prospective  or  actual  purchaser,   mortgagee,   or 
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licensee  of  such  application,  unless  it  shall  be  necessary  to  the 
proper  conduct  of  business  before  the  Office  or  as  provided  in 
this  part. 


***** 


5.  Section  1.13  is  revised  to  read  as  follows: 
§  1.13  Copies  and  certified  copies. 

(a)  Non-certified  copies  of  patents,  patent  application  pub- 
lications, and  trademark  registrations  and  of  any  records, 
books,  papers,  or  drawings  within  the  jurisdiction  of  the  United 
States  Patent  and  Trademark  Office  and  open  to  the  public,  will 
be  furnished  by  the  United  States  Patent  and  Trademark  Office 
to  any  person,  and  copies  of  other  records  or  papers  will  be 
furnished  to  persons  entitled  thereto,  upon  payment  of  the 
appropriate  fee. 

(b)  Certified  copies  of  patents,  patent  application  publica- 
tions, and  trademark  registrations  and  of  any  records,  books, 
papers,  or  drawings  within  the  jurisdiction  of  the  United  States 
Patent  and  Trademark  Office  and  open  to  the  public  or  persons 
entitled  thereto  will  be  authenticated  by  the  seal  of  the  United 
States  Patent  and  Trademark  Office  and  certified  by  the 
Commissioner,  or  in  his  or  her  name  attested  by  an  officer  of 
the  United  States  Patent  and  Trademark  Office  authorized  by 
the  Commissioner,  upon  payment  of  the  fee  for  the  certified 
copy. 

6.  Section  1.14  is  amended  by  revising  paragraphs  (a),  (b),  (c), 
(e),  (i)  and  (j)  to  read  as  follows: 

§  1.14  Patent  applications  preserved  in  confidence. 

(a)  Confidentiality  of  patent  application  information.  Patent 
applications  that  have  not  been  published  under  35  U.S.C. 
122(b)  are  generally  preserved  in  confidence  pursuant  to  35 
U.S.C.  122(a).  Information  concerning  the  filing,  pendency,  or 
subject  matter  of  an  application  for  patent,  including  status 
information,  and  access  to  the  application,  will  only  be  given 
to  the  public  as  set  forth  in  §  1.11  or  in  this  section. 

(1)  Status  information  is: 

(i)  Whether  the  application  is  pending,  abandoned,  or 
patented; 

(ii)  Whether  the  application  has  been  published  under  35 
U.S.C.  122(b);  and 

(iii)  The  application  "numerical  identifier"  which  may  be: 

(A)  The  eight-digit  application  number  (the  two-digit  series 
code  plus  the  six-digit  serial  number);  or 

(B)  The  six-digit  serial  number  plus  any  one  of  the  filing 
date  of  the  national  application,  the  international  filing  date,  or 
date  of  entry  into  the  national  stage. 

(2)  Access  is  defined  as  providing  the  application  file  for 
review  and  copying  of  any  material  in  the  application  file. 

(b)  When  status  information  may  be  supplied.  Status  infor- 
mation of  an  application  may  be  supplied  by  the  Office  to  the 
public  if  any  of  the  following  apply: 

(1)  Access  to  the  application  is  available  pursuant  to 
paragraph  (e)  of  this  section; 

(2)  The  application  is  referred  to  by  its  numerical  identifier 
in  a  published  patent  document  (e.g.,  a  U.S.  patent,  a  U.S. 
patent  apphcation  pubhcation,  or  an  international  application 
publication),  or  in  a  U.S.  application  open  to  public  inspection 
(§  1.11(b),  or  paragraph  (e)(2)(i)  or  (e)(2)(ii)  of  this  section); 

(3)  The  application  is  a  published  international  application 
in  which  the  United  States  of  America  has  been  indicated  as  a 
designated  state;  or 

(4)  The  application  claims  the  benefit  of  the  filing  date  of  an 
application  for  which  status  information  may  be  provided 
pursuant  to  paragraphs  (b)(1)  through  (b)(3)  of  this  section. 

(c)  When  copies  may  be  supplied 

e.  A  copy  of  an  application-as-filed  or  a  file  wrapper  and 
contents  may  be  supplied  by  the  Office  to  the  public,  subject  to 
paragraph  (i)  of  this  section  (which  addresses  international 
applications),  if  any  of  the  following  apply: 

(1)  Application-as-filed. 

(i)  If  a  U.S.  patent  application  publication  or  patent  incor- 
porates by  reference,  or  includes  a  specific  reference  under  35 
U.S.C.  119(e)  or  120  to,  a  pending  or  abandoned  application, 
a  copy  of  that  application-as-filed  may  be  provided  to  any 
person  upon  written  request  including  the  fee  set  forth  in  § 
1.19(b)(1);  or 


(ii)  If  an  international  application,  which  designates  the  U.S. 
and  which  has  been  published  in  accordance  with  PCT  Article 
21(2),  incorporates  by  reference  or  claims  priority  under  PCT 
Article  8  to  a  pending  or  abandoned  U.S.  application,  a  copy  of 
that  application-as-filed  may  be  provided  to  any  person  upon 
written  request  including  a  showing  that  the  publication  of  the 
application  in  accordance  with  PCT  Article  21(2)  has  occurred 
and  that  the  U.S.  was  designated,  and  upon  payment  of  the 
appropriate  fee  set  forth  in  §  1.19(b)(1). 

(2)  File  wrapper  and  contents.  A  copy  of  the  specification, 
drawings,  and  all  papers  relating  to  the  file  of  an  abandoned  or 
pending  published  application  may  be  provided  to  any  person 
upon  written  request,  including  the  fee  set  forth  in  § 
1.19(b)(2).  If  a  redacted  copy  of  the  application  was  used  for 
the  patent  application  publication,  the  copy  of  the  specifica- 
tion, drawings,  and  papers  may  be  limited  to  a  redacted  copy. 


(e)  Public  access  to  a  pending  or  abandoned  application. 
Access  to  an  application  may  be  provided  to  any  person, 
subject  to  paragraph  (i)  of  this  section,  if  a  written  request  for 
access  is  submitted,  the  application  file  is  available,  and  any  of 
the  following  apply: 

(1)  The  application  is  open  to  public  inspection  pursuant  to 
§  1.11(b);  or 

(2)  The  application  is  abandoned,  it  is  not  within  the  file 
jacket  of  a  pending  application  under  §  1.53(d),  and  it  is 
referred  to: 

(i)  In  a  U.S.  patent  application  publication  or  patent; 

(ii)  In  another  U.S.  application  which  is  open  to  public 
inspection  either  pursuant  to  §  1.11(b)  or  paragraph  (e)(2)(i) 
of  this  section;  or 

(iii)  In  an  international  application  which  designates  the 
U.S.  and  is  published  in  accordance  with  PCT  Article  21(2). 

(i)  International  applications. 

(1)  Copies  of  international  application  files  for  international 
applications  which  designate  the  U.S.  and  which  have  been 
published  in  accordance  with  PCT  Article  21(2),  or  copies  of  a 
document  in  such  application  files,  will  be  furnished  in 
accordance  with  PCT  Articles  30  and  38  and  PCT  Rules  94.2 
and  94.3,  upon  written  request  including  a  showing  that  the 
publication  of  the  application  has  occurred  and  that  the  U.S. 
was  designated,  and  upon  payment  of  the  appropriate  fee 
(see§  1.19(b)(2)  or  (b)(3)),  if: 

(i)  With  respect  to  the  Home  Copy,  the  international  appli- 
cation was  filed  with  the  U.S.  Receiving  Office; 

(ii)  With  respect  to  the  Search  Copy,  the  U.S.  acted  as  the 
International  Searching  Authority;  or 

(iii)  With  respect  to  the  Examination  Copy,  the  United  States 
acted  as  the  International  Preliminary  Examining  Authority,  an 
International  Preliminary  Examination  Report  has  issued,  and 
the  United  States  was  elected. 

(2)  A  copy  of  an  English  language  translation  of  an 
international  application  which  has  been  filed  in  the  United 
States  Patent  and  Trademark  Office  pursuant  to  35  U.S.C. 
154(2)(d)(4)  will  be  furnished  upon  written  request  including  a 
showing  that  the  publication  of  the  application  in  accordance 
with  PCT  Article  21(2)  has  occurred  and  that  the  U.S.  was 
designated,  and  upon  payment  of  the  appropriate  fee  (§ 
1.19(b)(2)  or  §  1.19(b)(3)). 

(3)  Access  to  international  application  files  for  international 
applications  which  designate  the  U.S.  and  which  have  been 
published  in  accordance  with  PCT  Article  21(2),  or  copies  of  a 
document  in  such  application  files,  will  be  furnished  in 
accordance  with  PCT  Articles  30  and  38  and  PCT  Rules  94.2 
and  94.3,  upon  written  request  including  a  showing  that  the 
publication  of  the  application  has  occurred  and  that  the  U.S. 
was  designated. 

(4)  In  accordance  with  PCT  Article  30,  copies  of  an 
international  application-as-filed  under  paragraph  (c)(1)  of  this 
section  will  not  be  provided  prior  to  the  international  publica- 
tion of  the  application  pursuant  to  PCT  Article  21(2). 

(5)  Access  to  international  application  files  under  paragraphs 
(e)  and  (i)(3)  of  this  section  will  not  be  permitted  with  respect 
to  the  Examination  Copy  in  accordance  with  PCT  Article  38. 

(j)  Access  or  copies  in  other  circumstances.  The  Office, 
either  sua  sponte  or  on  petition,  may  also  provide  access  or 
copies  of  all  or  part  of  an  application  if  necessary  to  carry  out 
an  Act  of  Congress  or  if  warranted  by  other  special  circum- 
stances. Any  petition  by  a  member  of  the  public  seeking  access 
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to,  or  copies  of,  all  or  part  of  any  pending  or  abandoned 
application  preserved  in  confidence  pursuant  to  paragraph  (a) 
of  this  section,  or  any  related  papers,  must  include: 

(1)  The  fee  set  forth  in  §  1.17(h);  and 

(2)  A  showing  that  access  to  the  application  is  necessary  to 
carry  out  an  Act  of  Congress  or  that  special  circumstances  exist 
which  warrant  petitioner  being  granted  access  to  all  or  part  of 
the  application. 

7.  Section  1.17  is  amended  by  revising  the  section  heading  and 
paragraphs  (h),  (i),  (1),  (m)  and  (p)  and  adding  paragraph  (t)  to 
read  as  follows: 

§  1.17  Patent  application  and  reexamination  processing 
fees. 


(h)  For  filing  a  petition  under  one  of  the  following  sections 
which  refers  to  this  paragraph  $130.00 

§  1.12 — for  access  to  an  assignment  record. 

§  1.14 — for  access  to  an  application. 

§  1 .47 — for  filing  by  other  than  all  the  inventors  or  a  person 
not  the  inventor. 

§  1.53(e) — to  accord  a  fifing  date. 

§  1.59 — for  expungement  and  return  of  information. 

§  1.84 — for  accepting  color  drawings  or  photographs. 

§  1.91 — for  entry  of  a  model  or  exhibit. 

§  1.102 — to  make  an  appfication  special. 

§  1.103(a) — to  suspend  action  in  an  application. 

§  1.138(c) — to  expressly  abandon  an  application  to  avoid 
pubUcation. 

§  1.182 — for  decision  on  a  question  not  specifically  pro- 
vided for. 

§  1.183 — to  suspend  the  rules. 

§  1.295 — for  review  of  refusal  to  publish  a  statutory 
invention  registration. 

§  1.313 — to  withdraw  an  application  from  issue. 

§  1.314 — to  defer  issuance  of  a  patent. 

§  1.377 — for  review  of  decision  refusing  to  accept  and 
record  payment  of  a  maintenance  fee  filed  prior  to  expiration 
of  a  patent. 

§  1.378(e) — for  reconsideration  of  decision  on  petition 
refusing  to  accept  delayed  payment  of  maintenance  fee  in  an 
expired  patent. 

§  1.644(e) — for  petition  in  an  interference. 

§  1.644(f) — for  request  for  reconsideration  of  a  decision  on 
petition  in  an  interference. 

§  1.666(b) — for  access  to  an  interference  settlement  agree- 
ment. 

§  1.666(c) — for  late  filing  of  interference  settlement  agree- 
ment. 

§  1.741(b) — to  accord  a  filing  date  to  an  application  under 

§  1.740  for  extension  of  a  patent  term. 

§  5.12 — for  expedited  handling  of  a  foreign  filing  license. 

§  5.15 — for  changing  the  scope  of  a  license. 

§  5.25 — for  retroactive  license. 

(i)  Processing  fee  for  taking  action  under  one  of  the 
following  sections  which  refers  to  this  paragraph  .  $130.00 

§  1.28(c)(3) — for  processing  a  non-itemized  fee  deficiency 
based  on  an  error  in  small  entity  status. 

§  1.41 — for  supplying  the  name  or  names  of  the  inventor  or 
inventors  after  the  filing  date  without  an  oath  or  declaration  as 
prescribed  by  §  1.63,  except  in  provisional  appUcations. 

§  1.48 — for  correcting  inventorship,  except  in  provisional 
applications. 

§  1.52(d) — ^for  processing  a  nonpro visional  appfication  filed 
with  a  specification  in  a  language  other  than  Engfish. 

§    1.53(b)(3) — to  convert  a  provisional  appfication  filed 
under  §  1.53(c)  into  a  nonprovisional  appfication  under  § 
1.53(b). 

§  1.55 — for  entry  of  late  priority  papers. 

§  1.99(e) — for  processing  a  belated  submission  under  § 
1.99. 

§  1.103(b) — for  requesting  limited  suspension  of  action, 
continued  prosecution  appfication  (§  1.53(d)). 

§  1.103(c) — for  requesting  limited  suspension  of  action, 
request  for  continued  examination  (§  1.114). 

§  1.103(d) — for  requesting  deferred  examination  of  an 
application. 

§  1.217 — for  processing  a  redacted  copy  of  a  paper  submit- 
ted in  the  file  of  an  application  in  which  a  redacted  copy  was 
submitted  for  the  patent  application  pubfication. 


§  1.221 — for  requesting  voluntary  pubfication  or  republica- 
tion of  an  application. 

§  1.497(d) — for  filing  an  oath  or  declaration  pursuant  to  35 
U.S.C.  371(c)(4)  naming  an  inventive  entity  different  from  the 
inventive  entity  set  forth  in  the  international  stage. 

§  3.81 — for  a  patent  to  issue  to  assignee,  assignment 
submitted  after  payment  of  the  issue  fee. 

(1)  For  filing  a  petition  for  the  revival  of  an  unavoidably 
abandoned  application  under  35  U.S.C.  Ill,  133,  364,  or  371, 
for  the  unavoidably  delayed  payment  of  the  issue  fee  under  35 
U.S.C.  151,  or  for  the  revival  of  an  unavoidably  terminated 
reexamination  proceeding  under  35  U.S.C.  133  (§  1.137(a)): 

By  a  small  entity  (§  1.27(a))  $55.00 

By  other  than  a  small  entity $110.00 

(m)  For  fifing  a  petition  for  revival  of  an  unintentionally 
abandoned  application,  for  the  unintentionally  delayed  pay- 
ment of  the  fee  for  issuing  a  patent,  or  for  the  revival  of  an 
unintentionaUy  terminated  reexamination  proceeding  under  35 
U.S.C.  41(a)(7)  (§  1.137(b)): 

By  a  small  entity  (§  1.27(a))  $620.00 

By  other  than  a  small  entity  $1,240.00 

(p)  For  an  information  disclosure  statement  under  § 
1.97(c)  or  (d)  or  a  submission  under  §  1.99  $180.00 

(t)  For  the  acceptance  of  an  unintentionally  delayed  claim 
for  priority  under  35  U.S.C.  119,  120,  121,  or  365(a)  or  (c) 
(§§  1.55  and  1.78)  $1,240.00 

8.  Section  1.18  is  amended  by  adding  paragraph  (d)  to  read  as 
follows: 

§  1.18  Patent  post-allowance  (including  issue)  fees. 

(d)  Publication  fee  $300.00 

9.  Section  1.19  is  amended  by  revising  paragraph  (a)  to  read  as 
follows: 

§  1.19  Document  supply  fees. 

(a)  Uncertified  copies  of  patent  appfication  publications  and 
patents: 

(1)  Printed  copy  of  the  paper  portion  of  a  patent  appfication 
publication  or  patent,  including  a  design  patent,  statutory 
invention  registration,  or  defensive  publication  document: 

(i)  Regular  service,  which  includes  preparation  of  copies  by 
the  Office  within  two  to  three  business  days  and  delivery  by 
United  States  Postal  Service  or  to  an  Office  Box;  and  prepa- 
ration of  copies  by  the  Office  within  one  business  day  of 
receipt  and  defivery  by  electronic  means  (e.g.,  facsinule, 

electronic  mail)  $3.00 

(ii)  Next  business  day  delivery  to  Office  Box  $6.00 

(iii)  Expedited  delivery  by  commercial  delivery  service  .... 
$25.00 

(2)  Printed  copy  of  a  plant  patent  in  color  $15.00 

(3)  Color  copy  of  a  patent  (other  than  a  plant  patent)  or 
statutory  invention  registration  containing  a  color  drawing  ... 
$25.00 

10.  Section  1.24  is  removed  and  reserved. 
§  1.24  [Reserved] 

11.  Section  1.52  is  amended  by  revising  paragraph  (d)  to  read 
as  follows: 
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§  1.52  Language,  paper,  writing,  margins,  compact  disc 
specifications. 


***** 


(d)  A  nonprovisional  or  provisional  application  may  be  filed 
in  a  language  other  than  English. 

(1)  Nonprovisional  application.  If  a  nonprovisional  applica- 
tion is  filed  in  a  language  other  than  English,  an  English 
language  translation  of  the  non-English  language  application,  a 
statement  that  the  translation  is  accurate,  and  the  processing 
fee  set  forth  in  §  1.1 7(i)  are  required.  If  these  items  are  not 
filed  with  the  application,  applicant  will  be  notified  and  given 
a  period  of  time  within  which  they  must  be  filed  in  order  to 
avoid  abandonment. 

(2)  Provisional  application.  If  a  provisional  application  is 
filed  in  a  language  other  than  English,  an  English  language 
translation  of  the  non-English  language  provisional  application 
will  not  be  required  in  the  provisional  application.  See§ 
1.78(a)  for  the  requirements  for  claiming  the  benefit  of  such 
provisional  application  in  a  nonprovisional  application. 


:f;    3|e    :}(    :fc    :fc 


12.  Section  1.55  is  amended  by  revising  paragraph  (a)  and 
adding  paragraph  (c)  to  read  as  follows: 

§  1.55  Claim  for  foreign  priority. 

(a)  An  applicant  in  a  nonprovisional  application  may  claim 
the  benefit  of  the  filing  date  of  one  or  more  prior  foreign 
applications  under  the  conditions  specified  in  35  U.S.C.  119(a) 
through  (d),  172,  and  365(a). 

(l)(i)  In  an  original  application  filed  under  35  U.S.C.  111(a), 
the  claim  for  priority  must  be  presented  during  the  pendency  of 
the  application,  and  within  the  later  of  four  months  from  the 
actual  filing  date  of  the  application  or  sixteen  months  from  the 
filing  date  of  the  prior  foreign  application.  This  time  period  is 
not  extendable.  The  claim  must  identify  the  foreign  application 
for  which  priority  is  claimed,  as  well  as  any  foreign  application 
for  the  same  subject  matter  and  having  a  filing  date  before  that 
of  the  application  for  which  priority  is  claimed,  by  specifying 
the  application  number,  country  (or  intellectual  property  au- 
thority), day,  month,  and  year  of  its  filing.  The  time  period  in 
this  paragraph  does  not  apply  to  an  application  for  a  design 
patent. 

(ii)  In  an  application  that  entered  the  national  stage  from  an 
international  apphcation  after  compliance  with  35  U.S.C.  371, 
the  claim  for  priority  must  be  made  during  the  pendency  of  the 
application  and  within  the  time  Umit  set  forth  in  the  PCT  and 
the  Regulations  under  the  PCT. 

(2)  The  claim  for  priority  and  the  certified  copy  of  the 
foreign  apphcation  specified  in  35  U.S.C.  119(b)  or  PCT  Rule 
17  must,  in  any  event,  be  filed  before  the  patent  is  granted.  If 
the  claim  for  priority  or  the  certified  copy  of  the  foreign 
application  is  filed  after  the  date  the  issue  fee  is  paid,  it  must 
be  accompanied  by  the  processing  fee  set  forth  in  §  1.1 7(i), 
but  the  patent  will  not  include  the  priority  claim  unless 
corrected  by  a  certificate  of  correction  under  35  U.S.C.  255  and 
§  1.323. 

(3)  When  the  application  becomes  involved  in  an  interfer- 
ence (§  1.630),  when  necessary  to  overcome  the  date  of  a 
reference  relied  upon  by  the  examiner,  or  when  deemed 
necessary  by  the  examiner,  the  Office  may  require  that  the 
claim  for  priority  and  the  certified  copy  of  the  foreign 
application  be  filed  earlier  than  provided  in  paragraphs  (a)(1) 
or  (a)(2)  of  this  section. 

(4)  An  Enghsh  language  translation  of  a  non-English  lan- 
guage foreign  application  is  not  required  except  when  the 
apphcation  is  involved  in  an  interference  (§  1.630),  when 
necessary  to  overcome  the  date  of  a  reference  relied  upon  by 
the  examiner,  or  when  specifically  required  by  the  examiner.  If 
an  English  language  translation  is  required,  it  must  be  filed 
together  with  a  statement  that  the  translation  of  the  certified 
copy  is  accurate. 

***** 

(c)  Unless  such  claim  is  accepted  in  accordance  with  the 
provisions  of  this  paragraph,  any  claim  for  priority  under  35 
U.S.C.  119(a)-(d)  or  365(a)  not  presented  within  the  time 
period  provided  by  paragraph  (a)  of  this  section  is  considered 
to  have  been  waived.  If  a  claim  for  priority  under  35  U.S.C. 
119(a)-(d)  or  365(a)  is  presented  after  the  time  period  provided 


by  paragraph  (a)  of  this  section,  the  claim  may  be  accepted  if 
the  claim  identifying  the  prior  foreign  application  by  specify- 
ing its  application  number,  country  (or  intellectual  property 
authority),  and  the  day,  month,  and  year  of  its  filing  was 
unintentionally  delayed.  A  petition  to  accept  a  delayed  claim 
for  priority  under  35  U.S.C.  119(a)-(d)  or  365(a)  must  be 
accompanied  by: 

(1)  The  surcharge  set  forth  in  §  1.17(t);  and 

(2)  A  statement  that  the  entire  delay  between  the  date  the 
claim  was  due  under  paragraph  (a)(  1 )  of  this  section  and  the 
date  the  claim  was  filed  was  unintentional.  The  Commissioner 
may  require  additional  information  where  there  is  a  question 
whether  the  delay  was  unintentional. 

13.  Section  1.72  is  amended  by  revising  paragraph  (a)  to  read 
as  follows: 

§  1.72  Title  and  abstract. 

(a)  The  title  of  the  invention  may  not  exceed  500  characters 
in  length  and  must  be  as  short  and  specific  as  possible. 
Characters  that  cannot  be  captured  and  recorded  in  the  Office's 
automated  information  systems  may  not  be  reflected  in  the 
Office's  records  in  such  systems  or  in  documents  created  by  the 
Office.  Unless  the  title  is  supplied  in  an  application  data  sheet 
(§  1.76),  the  title  of  the  invention  should  appear  as  a  heading 
on  the  first  page  of  the  specification. 


14.  Section  1.76  is  amended  by  adding  a  new  paragraph  (b)(7) 
to  read  as  follows: 


§  1.76  Application  data  sheet. 


/^\  *  *  * 

(7)  Assignee  information.  This  information  includes  the 
name  (either  person  or  juristic  entity)  and  address  of  the 
assignee  of  the  entire  right,  title,  and  interest  in  an  application. 
Providing  this  information  in  the  application  data  sheet  does 
not  substitute  for  compliance  with  any  requirement  of  part  3  of 
this  chapter  to  have  an  assignment  recorded  by  the  Office. 

15.  Section  1.78  is  amended  by  revising  paragraphs  (a)(2), 
(a)(3),  and  (a)(4),  and  adding  new  paragraphs  (a)(5)  and  (a)(6) 
to  read  as  follows: 

§  1.78  Claiming  benefit  of  earlier  filing  date  and  cross 
references  to  other  applications. 

(a)(1)  *  *  * 

(2)  Except  for  a  continued  prosecution  application  filed 
under  §  1.53(d),  any  nonprovisional  application  claiming  the 
benefit  of  one  or  more  prior  filed  copending  nonprovisional 
applications  or  international  applications  designating  the 
United  States  of  America  must  contain  a  reference  to  each  such 
prior  apphcation,  identifying  it  by  application  number  (con- 
sisting of  the  series  code  and  serial  number)  or  international 
application  number  and  international  filing  date  and  indicating 
the  relationship  of  the  applications.  This  reference  must  be 
submitted  during  the  pendency  of  the  application,  and  within 
the  later  of  four  months  from  the  actual  filing  date  of  the 
application  or  sixteen  months  from  the  filing  date  of  the  prior 
application.  This  time  period  is  not  extendable.  Unless  the 
reference  required  by  this  paragraph  is  included  in  an  applica- 
tion data  sheet  (§  1.76),  the  specification  must  contain  or  be 
amended  to  contain  such  reference  in  the  first  sentence 
following  the  title.  If  the  application  claims  the  benefit  of  an 
international  application,  the  first  sentence  of  the  specification 
must  include  an  indication  of  whether  the  international  appli- 
cation was  published  under  PCT  Article  21(2)  in  English 
(regardless  of  whether  benefit  for  such  application  is  claimed 
in  the  application  data  sheet).  The  request  for  a  continued 
prosecution  application  under  §  1.53(d)  is  the  specific 
reference  required  by  35  U.S.C.  120  to  the  prior  application. 
The  identification  of  an  application  by  application  number 
under  this  section  is  the  specific  reference  required  by  35 
U.S.C.    120  to  every  application  assigned  that  application 
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number.  Cross  references  to  other  related  applications  may  be 
made  when  appropriate  (see  §  1.14).  Except  as  provided  in 
paragraph  (a)(3)  of  this  section,  the  failure  to  timely  submit  the 
reference  required  by  35  U.S.C.  120  and  this  paragraph  is 
considered  a  waiver  of  any  benefit  under  35  U.S.C.  120,  121, 
or  365(c)  to  such  prior  application.  The  time  period  set  forth  in 
this  paragraph  does  not  apply  to  an  application  for  a  design 
patent. 

(3)  If  the  reference  required  by  35  U.S.C.  120  and  paragraph 
(a)(2)  of  this  section  is  presented  in  a  nonprovisional  applica- 
tion after  the  time  period  provided  by  paragraph  (a)(2)  of  this 
section,  the  claim  under  35  U.S.C.  120,  121,  or  365(c)  for  the 
benefit  of  a  prior  filed  copending  nonprovisional  application  or 
international  application  designating  the  United  States  of 
America  may  be  accepted  if  the  reference  identifying  the  prior 
application  by  application  number  or  international  application 
number  and  international  filing  date  was  unintentionally  de- 
layed. A  petition  to  accept  an  unintentionally  delayed  claim 
under  35  U.S.C.  120,  121,  or  365(c)  for  the  benefit  of  a  prior 
filed  apphcation  must  be  accompanied  by: 

(i)  The  surcharge  set  forth  in  §  1.17(t);  and 

(ii)  A  statement  that  the  entire  delay  between  the  date  the 
claim  was  due  under  paragraph  (a)(2)  of  this  section  and  the 
date  the  claim  was  filed  was  unintentional.  The  Commissioner 
may  require  additional  information  where  there  is  a  question 
whether  the  delay  was  unintentional. 

(4)  A  nonprovisional  application  other  than  for  a  design 
patent  may  claim  an  invention  disclosed  in  one  or  more  prior 
filed  provisional  applications.  In  order  for  a  nonprovisional 
application  to  claim  the  benefit  of  one  or  more  prior  filed 
provisional  applications,  each  prior  provisional  application 
must  name  as  an  inventor  at  least  one  inventor  named  in  the 
later  filed  nonprovisional  apphcation  and  disclose  the  named 
inventor's  invention  claimed  in  at  least  one  claim  of  the  later 
filed  nonprovisional  application  in  the  manner  provided  by  the 
first  paragraph  of  35  U.S.C.  112.  In  addition,  each  prior 
provisional  application  must  be  entitled  to  a  filing  date  as  set 
forth  in  §  1.53(c),  and  the  basic  filing  fee  set  forth  in  § 

1.1 6(k)  must  be  paid  within  the  time  period  set  forth  in  § 
1.53(g). 

(5)  Any  nonprovisional  application  claiming  the  benefit  of 
one  or  more  prior  filed  copending  provisional  applications 
must  contain  a  reference  to  each  such  prior  provisional 
apphcation,  identifying  it  as  a  provisional  apphcation,  and 
including  the  provisional  application  number  (consisting  of 
series  code  and  serial  number),  and,  if  the  provisional  appli- 
cation is  filed  in  a  language  other  than  English,  an  English 
language  translation  of  the  non-English  language  provisional 
application  and  a  statement  that  the  translation  is  accurate.  This 
reference  and  Enghsh  language  translation  of  a  non-English 
language  provisional  application  must  be  submitted  during  the 
pendency  of  the  nonprovisional  application,  and  within  the 
later  of  four  months  from  the  actual  filing  date  of  the 
nonprovisional  application  or  sixteen  months  from  the  filing 
date  of  the  prior  provisional  application.  This  time  period  is  not 
extendable.  Unless  the  reference  required  by  this  paragraph  is 
included  in  an  application  data  sheet  (§  1.76),  the  specifica- 
tion must  contain  or  be  amended  to  contain  such  reference  in 
the  first  sentence  following  the  title.  Except  as  provided  in 
paragraph  (a)(6)  of  this  section,  the  failure  to  timely  submit  the 
reference  and  English  language  translation  of  a  non-English 
language  provisional  application  required  by  35  U.S.C.  119(e) 
and  this  paragraph  is  considered  a  waiver  of  any  benefit  under 
35  U.S.C.  119(e)  to  such  prior  provisional  application. 

(6)  If  the  reference  or  Enghsh  language  translation  of  a 
non-English  language  provisional  application  required  by  35 
U.S.C.  119(e)  and  paragraph  (a)(5)  of  this  section  is  presented 
in  a  nonprovisional  application  after  the  time  period  provided 
by  paragraph  (a)(5)  of  this  section,  the  claim  under  35  U.S.C. 
119(e)  for  the  benefit  of  a  prior  filed  provisional  application 
may  be  accepted  during  the  pendency  of  the  nonprovisional 
application  if  the  reference  identifying  the  prior  application  by 
provisional  apphcation  number  and  any  Enghsh  language 
translation  of  a  non-Enghsh  language  provisional  application 
were  unintentionally  delayed.  A  petition  to  accept  an  uninten- 
tionally delayed  claim  under  35  U.S.C.  1 19(e)  for  the  benefit  of 
a  prior  filed  provisional  application  must  be  accompanied  by: 

(i)  The  surcharge  set  forth  in  §  1.17(t);  and 

(ii)  A  statement  that  the  entire  delay  between  the  date  the 
claim  was  due  under  paragraph  (a)(5)  of  this  section  and  the 
date  the  claim  was  filed  was  unintentional.  The  Commissioner 
may  require  additional  information  where  there  is  a  question 
whether  the  delay  was  unintentional. 


16.  Section  1.84  is  amended  by  revising  paragraphs  (a)(2),  (e), 
and  (j)  to  read  as  follows: 

§  1.84  Standards  for  drawings. 


(a) 


*  *  * 


(2)  Color.  On  rare  occasions,  color  drawings  may  be 
necessary  as  the  only  practical  medium  by  which  to  disclose 
the  subject  matter  sought  to  be  patented  in  a  utiUty  or  design 
patent  application  or  the  subject  matter  of  a  statutory  invention 
registration.  The  color  drawings  must  be  of  sufficient  quality 
such  that  all  details  in  the  drawings  are  reproducible  in  black 
and  white  in  the  printed  patent.  Color  drawings  are  not 
permitted  in  international  applications  (see  PCT  Rule  11.13), 
or  in  an  application,  or  copy  thereof,  submitted  under  the 
Office  electronic  filing  system.  The  Office  will  accept  color 
drawings  in  utility  or  design  patent  applications  and  statutory 
invention  registrations  only  after  granting  a  petition  filed  under 
this  paragraph  explaining  why  the  color  drawings  are  neces- 
sary. Any  such  petition  must  include  the  following: 

(i)  The  fee  set  forth  in  §  1.17(h); 

(ii)  Three  (3)  sets  of  color  drawings; 

(iii)  A  black  and  white  photocopy  that  accurately  depicts,  to 
the  extent  possible,  the  subject  matter  shown  in  the  color 
drawing;  and 

(iv)  An  amendment  to  the  specification  to  insert  (unless  the 
specification  contains  or  has  been  previously  amended  to 
contain)  the  following  language  as  the  first  paragraph  of  the 
brief  description  of  the  drawings: 

"The  patent  or  application  file  contains  at  least  one  drawing 
executed  in  color.  Copies  of  this  patent  or  patent  application 
publication  with  color  drawing(s)  will  be  provided  by  the 
Office  upon  request  and  payment  of  the  necessary  fee." 

(e)  Type  of  paper.  Drawings  submitted  to  the  Office  must  be 
made  on  paper  which  is  flexible,  strong,  white,  smooth, 
non-shiny,  and  durable.  All  sheets  must  be  reasonably  free 
from  cracks,  creases,  and  folds.  Only  one  side  of  the  sheet  may 
be  used  for  the  drawing.  Each  sheet  must  be  reasonably  free 
from  erasures  and  must  be  free  from  alterations,  overwritings, 
and  interlineations.  Photographs  must  be  developed  on  paper 
meeting  the  sheet-size  requirements  of  paragraph  (f)  of  this 
section  and  the  margin  requirements  of  paragraph  (g)  of  this 
section.  See  paragraph  (b)  of  this  section  for  other  require- 
ments for  photographs. 

(j)  Front  page  view.  The  drawing  must  contain  as  many 
views  as  necessary  to  show  the  invention.  One  of  the  views 
should  be  suitable  for  inclusion  on  the  front  page  of  the  patent 
application  publication  and  patent  as  the  illustration  of  the 
invention.  Views  must  not  be  connected  by  projection  lines  and 
must  not  contain  center  lines.  Apphcant  may  suggest  a  single 
view  (by  figure  number)  for  inclusion  on  the  front  page  of  the 
patent  apphcation  publication  and  patent. 

17.  Section  1.85  is  amended  by  revising  paragraph  (a)  to  read 
as  follows: 

§  1.85  Corrections  to  drawings. 

(a)  A  utility  or  plant  application  will  not  be  placed  on  the 
files  for  examination  until  objections  to  the  drawings  have 
been  corrected.  Except  as  provided  in  §  1.215(c),  any  patent 
application  publication  will  not  include  drawings  filed  after  the 
application  has  been  placed  on  the  files  for  examination. 
Unless  applicant  is  otherwise  notified  in  an  Office  action, 
objections  to  the  drawings  in  a  utihty  or  plant  apphcation  will 
not  be  held  in  abeyance,  and  a  request  to  hold  objections  to  the 
drawings  in  abeyance  will  not  be  considered  a  bona  fide 
attempt   to    advance    the    apphcation   to    final    action    (§ 
1.135(c)).  If  a  drawing  in  a  design  application  meets  the 
requirements  of  §  1.84(e),  (f),  and  (g)  and  is  suitable  for 
reproduction,  but  is  not  otherwise  in  compliance  with  §  1.84, 
the  drawing  may  be  admitted  for  examination. 
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18.  Section  1.98  is  amended  by  revising  paragraphs  (a)(2)  and 
(b)  to  read  as  follows: 

§  1.98  Content  of  information  disclosure  statement. 


(a) 


*  *  * 


(2)  A  legible  copy  of: 

(i)  Each  U.S.  patent  application  publication  and  U.S.  and 
foreign  patent; 

(ii)  Each  publication  or  that  portion  which  caused  it  to  be 
listed; 

(iii)  For  each  cited  pending  U.S.  application,  the  application 
specification  including  the  claims,  and  any  drawing  of  the 
application,  or  that  portion  of  the  application  which  caused  it 
to  be  listed  including  any  claims  directed  to  that  portion;  and 

(iv)  All  other  information  or  that  portion  which  caused  it  to 
be  listed;  and 

:|e    :^    :)(    :)e    !)c 

(b)(1)  Each  U.S.  patent  listed  in  an  information  disclosure 
statement  must  be  identified  by  inventor,  patent  number,  and 
issue  date. 

(2)  Each  U.S.  patent  appUcation  publication  listed  in  an 
information  disclosure  statement  shall  be  identified  by  appli- 
cant, patent  application  publication  number,  and  publication 
date. 

(3)  Each  U.S.  application  listed  in  an  information  disclosure 
statement  must  be  identified  by  the  inventor,  application 
number,  and  filing  date. 

(4)  Each  foreign  patent  or  published  foreign  patent  applica- 
tion listed  in  an  information  disclosure  statement  must  be 
identified  by  the  country  or  patent  ofi&ce  which  issued  the 
patent  or  published  the  application,  an  appropriate  document 
number,  and  the  publication  date  indicated  on  the  patent  or 
published  apphcation. 

(5)  Each  publication  listed  in  an  information  disclosure 
statement  must  be  identified  by  publisher,  author  (if  any),  title, 
relevant  pages  of  the  publication,  date,  and  place  of  publica- 
tion. 

19.  A  new  §  1.99  is  added  to  read  as  follows: 

§  1.99  Third-party  submission  in  published  application.  §  1.104  Nature  of  Examination. 


forth  in  §  1.17(i).  A  submission  by  a  member  of  the  public  to 
a  pending  published  application  that  does  not  comply  with  the 
requirements  of  this  section  will  be  returned  or  discarded. 

(f)  A  member  of  the  public  may  include  a  self-addressed 
postcard  with  a  submission  to  receive  an  acknowledgment  by 
the  Office  that  the  submission  has  been  received.  A  member  of 
the  public  filing  a  submission  under  this  section  will  not 
receive  any  communications  from  the  Office  relating  to  the 
submission  other  than  the  return  of  a  self-  addressed  postcard. 
In  the  absence  of  a  request  by  the  Office,  an  applicant  has  no 
duty  to,  and  need  not,  reply  to  a  submission  under  this  section. 
No  further  submission  on  behalf  of  the  member  of  the  public 
will  be  considered,  unless  such  submission  raises  new  issues 
which  could  not  have  been  earlier  presented. 

20.  Section  1.103  is  amended  by  redesignating  paragraphs  (d) 
through  (f)  as  (e)  through  (g)  and  adding  a  new  paragraph  (d) 
to  read  as  follows: 

§  1.103  Suspension  of  action  by  the  0£Bce. 

(d)  Deferral  of  examination.  On  request  of  the  applicant,  the 
Office  may  grant  a  deferral  of  examination  under  the  condi- 
tions specified  in  this  paragraph  for  a  period  not  extending 
beyond  three  years  from  the  earliest  filing  date  for  which  a 
benefit  is  claimed  under  title  35,  United  States  Code.  A  request 
for  deferral  of  examination  under  this  paragraph  must  include 
the  publication  fee  set  forth  in  §  1.18(d)  and  the  processing 
fee  set  forth  in  §  1.17(i).  A  request  for  deferral  of  examina- 
tion under  this  paragraph  will  not  be  granted  unless: 

(1)  The  application  is  an  original  utility  or  plant  application 
filed  under  §  1.53(b)  or  resulting  from  entry  of  an  interna- 
tional application  into  the  national  stage  after  compliance  with 
§  1.494  or  §  1.495; 

(2)  The  applicant  has  not  filed  a  nonpublication  request 
under  §  1.213(a),  or  has  filed  a  request  under  §  1.213(b)  to 
rescind  a  previously  filed  nonpublication  request; 

(3)  The  application  is  in  condition  for  publication  as 
provided  in  §  1.211(c);  and 

(4)  The  Office  has  not  issued  either  an  Office  action  under  35 
U.S.C.  132  or  a  notice  of  allowance  under  35  U.S.C.  151. 

21.  Section  1.104  is  amended  by  removing  paragraph  (a)(5) 
and  revising  paragraph  (d)(1)  to  read  as  follows: 


(a)  A  submission  by  a  member  of  the  public  of  patents  or 
publications  relevant  to  a  pending  published  application  may 
be  entered  in  the  application  file  if  the  submission  complies 
with  the  requirements  of  this  section  and  the  application  is  still 
pending  when  the  submission  and  application  file  are  brought 
before  the  examiner. 

(b)  A  submission  under  this  section  must  identify  the 
application  to  which  it  is  directed  by  application  number  and 
include: 

(1)  The  fee  set  forth  in  §  1.17(p); 

(2)  A  list  of  the  patents  or  publications  submitted  for 
consideration  by  the  Office,  including  the  date  of  pubhcation  of 
each  patent  or  publication; 

(3)  A  copy  of  each  listed  patent  or  publication  in  written 
form  or  at  least  the  pertinent  portions;  and 

(4)  An  English  language  translation  of  all  the  necessary  and 
pertinent  parts  of  any  non-English  language  patent  or  publica- 
tion in  written  form  relied  upon. 

(c)  The  submission  under  this  section  must  be  served  upon 
the  applicant  in  accordance  with  §  1.248. 

(d)  A  submission  under  this  section  shall  not  include  any 
explanation  of  the  patents  or  publications,  or  any  other 
information.  The  Office  will  dispose  of  such  explanation  or 
information  if  included  in  a  submission  under  this  section.  A 
submission  under  this  section  is  also  limited  to  ten  total  patents 
or  pubUcations. 

(e)  A  submission  under  this  section  must  be  filed  within  two 
months  from  the  date  of  publication  of  the  application  (§ 
1.215(a))  or  prior  to  the  mailing  of  a  notice  of  allowance  (§ 
1.311),  whichever  is  earlier.  Any  submission  under  this  section 
not  filed  within  this  period  is  permitted  only  when  the  patents 
or  publications  could  not  have  been  submitted  to  the  Office 
earlier,  and  must  also  be  accompanied  by  the  processing  fee  set 


(d)  Citation  of  references. 

(1)  If  domestic  patents  are  cited  by  the  examiner,  their 
numbers  and  dates,  and  the  names  of  the  patentees  will  be 
stated.  If  domestic  patent  application  publications  are  cited  by 
the  examiner,  their  publication  number,  publication  date,  and 
the  names  of  the  applicants  will  be  stated.  If  foreign  published 
applications  or  patents  are  cited,  their  nationality  or  country, 
numbers  and  dates,  and  the  names  of  the  patentees  will  be 
stated,  and  such  other  data  will  be  furnished  as  may  be 
necessary  to  enable  the  applicant,  or  in  the  case  of  a  reexami- 
nation proceeding,  the  patent  owner,  to  identify  the  published 
applications  or  patents  cited.  In  citing  foreign  published 
applications  or  patents,  in  case  only  a  part  of  the  document  is 
involved,  the  particular  pages  and  sheets  containing  the  parts 
reUed  upon  will  be  identified.  If  printed  publications  are  cited, 
the  author  (if  any),  title,  date,  pages  or  plates,  and  place  of 
publication,  or  place  where  a  copy  can  be  found,  will  be  given. 


22.  Section  1.130  is  amended  by  revising  its  heading  and 
paragraph  (a)  to  read  as  follows: 

§  1.130  AfiBdavit  or  declaration  to  disqualify  commonly 
owned  patent  or  published  application  as  prior  art. 

(a)  When  any  claim  of  an  application  or  a  patent  under 
reexamination  is  rejected  under  35  U.S.C.  103  on  a  U.S.  patent 
or  U.S.  patent  application  publication  which  is  not  prior  art 
under  35  U.S.C.  102(b),  and  the  inventions  defined  by  the 
claims  in  the  application  or  patent  under  reexamination  and  by 
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the  claims  in  the  patent  or  pubhshed  application  are  not 
identical  but  are  not  patentably  distinct,  and  the  inventions  are 
owned  by  the  same  party,  the  applicant  or  owner  of  the  patent 
under  reexamination  may  disqualify  the  patent  or  patent 
application  publication  as  prior  art.  The  patent  or  patent 
application  publication  can  be  disqualified  as  prior  art  by 
submission  of: 

(1)  A  terminal  disclaimer  in  accordance  with  §  1.321(c); 
and 

(2)  An  oath  or  declaration  stating  that  the  application  or 
patent  under  reexamination  and  patent  or  published  application 
are  curtently  owned  by  the  same  party,  and  that  the  inventor 
named  in  the  application  or  patent  under  reexamination  is  the 
prior  inventor  under  35  U.S.C.  104. 

23.  Section  1.131  is  amended  by  revising  paragraph  (a)  to  read 
as  follows: 

§  1.131  Affidavit  or  declaration  of  prior  invention. 

(a)  When  any  claim  of  an  appUcation  or  a  patent  under 
reexamination  is  rejected,  the  inventor  of  the  subject  matter  of 
the  rejected  claim,  the  owner  of  the  patent  under  reexamina- 
tion, or  the  party  qualified  under  §§  1.42,  1.43,  or  1.47,  may 
submit  an  appropriate  oath  or  declaration  to  establish  invention 
of  the  subject  matter  of  the  rejected  claim  prior  to  the  effective 
date  of  the  reference  or  activity  on  which  the  rejection  is  based. 
The  effective  date  of  a  U.S.  patent,  U.S.  patent  apphcation 
publication,  or  international  application  publication  under  PCT 
Article  21(2)  is  the  earlier  of  its  publication  date  or  date  that  it 
is  effective  as  a  reference  under  35  U.S.C.  102(e).  Prior 
invention  may  not  be  established  under  this  section  in  any 
country  other  than  the  United  States,  a  NAFTA  country,  or  a 
WTO  member  country.  Prior  invention  may  not  be  established 
under  this  section  before  December  8,  1993,  in  a  NAFTA 
country  other  than  the  United  States,  or  before  January  1,  1996, 
in  a  WTO  member  country  other  than  a  NAFTA  country.  Prior 
invention  may  not  be  established  under  this  section  if  either: 

(1)  The  rejection  is  based  upon  a  U.S.  patent  or  U.S.  patent 
application  publication  of  a  pending  or  patented  application  to 
another  or  others  which  claims  the  same  patentable  invention 
as  defined  in  §  1.601(n);  or 

(2)  The  rejection  is  based  upon  a  statutory  bar. 

24.  Section  1.132  is  revised  to  read  as  follows: 

§  1.132  Affidavits  or  declarations  traversing  rejections  or 
objections. 

When  any  claim  of  an  application  or  a  patent  under 
reexamination  is  rejected  or  objected  to,  any  evidence  submit- 
ted to  traverse  the  rejection  or  objection  on  a  basis  not 
otherwise  provided  for  must  be  by  way  of  an  oath  or 
declaration  under  this  section. 

25.  Section  1.137  is  revised  to  read  as  follows: 

§  1.137  Revival  of  abandoned  application,  terminated 
reexamination  proceeding,  or  lapsed  patent. 

(a)  Unavoidable.  If  the  delay  in  reply  by  applicant  or  patent 
owner  was  unavoidable,  a  petition  may  be  filed  pursuant  to  this 
paragraph  to  revive  an  abandoned  application,  a  reexamination 
proceeding  terminated  under§§  1.550(d)  or  1.957(b)  or  (c), 
or  a  lapsed  patent.  A  grantable  petition  pursuant  to  this 
paragraph  must  be  accompanied  by: 

(1)  The  reply  required  to  the  outstanding  Office  action  or 
notice,  unless  previously  filed; 

(2)  The  petition  fee  as  set  forth  in  §  1.17(1); 

(3)  A  showing  to  the  satisfaction  of  the  Commissioner  that 
the  entire  delay  in  filing  the  required  reply  from  the  due  date 
for  the  reply  until  the  filing  of  a  grantable  petition  pursuant  to 
this  paragraph  was  unavoidable;  and 

(4)  Any  terminal  disclaimer  (and  fee  as  set  forth  in  § 
1.20(d))  required  pursuant  to  paragraph  (d)  of  this  section. 

(b)  Unintentional.  If  the  delay  in  reply  by  applicant  or  patent 
owner  was  unintentional,  a  petition  may  be  filed  pursuant  to 
this  paragraph  to  revive  an  abandoned  application,  a  reexami- 


nation   proceeding    terminated    under    §§    1.550(d)    or 
1.957(b)   or  (c),   or  a  lapsed  patent.  A  grantable  petition 
pursuant  to  this  paragraph  must  be  accompanied  by: 

(1)  The  reply  required  to  the  outstanding  Office  action  or 
notice,  unless  previously  filed; 

(2)  The  petition  fee  as  set  forth  in  §  1.1 7(m); 

(3)  A  statement  that  the  entire  delay  in  filing  the  required 
reply  from  the  due  date  for  the  reply  until  the  filing  of  a 
grantable  petition  pursuant  to  this  paragraph  was  unintentional. 
The  Commissioner  may  require  additional  information  where 
there  is  a  question  whether  the  delay  was  unintentional;  and 

(4)  Any  terminal  disclaimer  (and  fee  as  set  forth  in  § 
1 .20(d))  required  pursuant  to  paragraph  (d)  of  this  section. 

(c)  Reply.  In  a  nonprovisional  application  abandoned  for 
failure  to  prosecute,  the  required  reply  may  be  met  by  the  filing 
of  a  continuing  application.  In  a  nonprovisional  utility  or  plant 
application  filed  on  or  after  June  8,  1995,  and  abandoned  for 
failure  to  prosecute,  the  required  reply  may  also  be  met  by  the 
filing  of  a  request  for  continued  examination  in  compliance 
with  §  1.114.  In  an  application  or  patent,  abandoned  or 
lapsed  for  failure  to  pay  the  issue  fee  or  any  portion  thereof,  the 
required  reply  must  include  payment  of  the  issue  fee  or  any 
outstanding  balance.  In  an  application,  abandoned  for  failure  to 
pay  the  publication  fee,  the  required  reply  must  include 
payment  of  the  publication  fee. 

(d)  Terminal  disclaimer.  (1)  Any  petition  to  revive  pursuant 
to  this  section  in  a  design  application  must  be  accompanied  by 
a  terminal  disclaimer  and  fee  as  set  forth  in  §  1.321 
dedicating  to  the  pubUc  a  terminal  part  of  the  term  of  any 
patent  granted  thereon  equivalent  to  the  period  of  abandon- 
ment of  the  application.  Any  petition  to  revive  pursuant  to  this 
section  in  either  a  utility  or  plant  application  filed  before  June 
8,  1995,  must  be  accompanied  by  a  terminal  disclaimer  and  fee 
as  set  forth  in  §  1.321  dedicating  to  the  public  a  terminal  part 
of  the  term  of  any  patent  granted  thereon  equivalent  to  the 
lesser  of: 

(i)  The  period  of  abandonment  of  the  application;  or 
(ii)  The  period  extending  beyond  twenty  years  from  the  date 
on  which  the  application  for  the  patent  was  filed  in  the  United 
States  or,  if  the  application  contains  a  specific  reference  to  an 
earlier  filed  application(s)  under  35  U.S.C.  120,  121,  or  365(c), 
from  the  date  on  which  the  earliest  such  application  was  filed. 

(2)  Any  terminal  disclaimer  pursuant  to  paragraph  (d)(1)  of 
this  section  must  also  apply  to  any  patent  granted  on  a 
continuing  utility  or  plant  application  filed  before  June  8,  1995, 
or  a  continuing  design  application,  that  contains  a  specific 
reference  under  35  U.S.C.  120,  121,  or  365(c)  to  the  applica- 
tion for  which  revival  is  sought. 

(3)  The  provisions  of  paragraph  (d)(1)  of  this  section  do  not 
apply  to  applications  for  which  revival  is  sought  solely  for 
purposes  of  copendency  with  a  utility  or  plant  application  filed 
on  or  after  June  8,  1995,  to  lapsed  patents,  or  to  reexamination 
proceedings. 

(e)  Request  for  reconsideration.  Any  request  for  reconsid- 
eration or  review  of  a  decision  refusing  to  revive  an  abandoned 
application,  a  terminated  reexamination  proceeding,  or  lapsed 
patent  upon  petition  filed  pursuant  to  this  section,  to  be 
considered  timely,  must  be  filed  within  two  months  of  the 
decision  refusing  to  revive  or  within  such  time  as  set  in  the 
decision.  Unless  a  decision  indicates  otherwise,  this  time 
period  may  be  extended  under: 

(1)  The  provisions  of  §  1.136  for  an  abandoned  application 
or  lapsed  patent; 

(2)  The  provisions  of  §  1.550(c)  for  a  terminated  ex  parte 
reexamination  proceeding  filed  under  §  1.510;  or 

(3)  The  provisions  of  §  1.956  for  a  terminated  inter  partes 
reexamination  proceeding  filed  under  §  1.913. 

(f)  Abandonment  for  failure  to  notify  the  Office  of  a  foreign 
filing:  A  nonprovisional  application  abandoned  pursuant  to  35 
U.S.C.  122(b)(2)(B)(iii)  for  failure  to  timely  notify  the  Office 
of  the  filing  of  an  application  in  a  foreign  country  or  under  a 
muhinational  treaty  that  requires  publication  of  appUcations 
eighteen  months  after  filing,  may  be  revived  only  pursuant  to 
paragraph  (b)  of  this  section.  The  reply  requirement  of  para- 
graph (c)  of  this  section  is  met  by  the  notification  of  such  filing 
in  a  foreign  country  or  under  a  multinational  treaty,  but  the 
filing  of  a  petition  under  this  section  will  not  operate  to  stay 
any  period  for  reply  that  may  be  running  against  the  applica- 
tion. 

(g)  Provisional  applications.  A  provisional  application, 
abandoned  for  failure  to  timely  respond  to  an  Office  require- 
ment, may  be  revived  pursuant  to  this  section.  Subject  to  the 
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provisions  of  35  U.S.C.  119(e)(3)  and  §  1.7(b),  a  provisional 
application  will  not  be  regarded  as  pending  after  twelve 
months  from  its  filing  date  under  any  circumstances. 

26.  Section  1.138  is  amended  by  revising  paragraph  (a)  and 
adding  paragraph  (c)  to  read  as  follows: 

§  1.138  Express  abandonment. 

(a)  An  application  may  be  expressly  abandoned  by  filing  a 
written  declaration  of  abandonment  identifying  the  application 
in  the  United  States  Patent  and  Trademark  Office.  Express 
abandonment  of  the  apphcation  may  not  be  recognized  by  the 
Office  before  the  date  of  issue  or  pubhcation  unless  it  is 
actually  received  by  appropriate  officials  in  time  to  act. 

:4e    :{(    H=    :f:    4= 

(c)  An  applicant  seeking  to  abandon  an  application  to  avoid 
publication  of  the  application  (see  §  1.211(a)(1))  must  submit 
a  declaration  of  express  abandonment  by  way  of  a  petition 
under  this  section  including  the  fee  set  forth  in  §  1.17(h)  in 
sufficient  time  to  permit  the  appropriate  officials  to  recognize 
the  abandonment  and  remove  the  application  from  the  publi- 
cation process.  Applicant  should  expect  that  the  petition  will 
not  be  granted  and  the  application  will  be  published  in  regular 
course  unless  such  declaration  of  express  abandonment  and 
petition  are  received  by  the  appropriate  officials  more  than  four 
weeks  prior  to  the  projected  date  of  pubhcation. 

27.  Section  1.165  is  amended  by  revising  paragraph  (b)  to  read 
as  follows: 

§  1.165  Plant  drawings. 

(b)  The  drawings  may  be  in  color.  The  drawing  must  be  in 
color  if  color  is  a  distinguishing  characteristic  of  the  new 
variety.  Two  copies  of  color  drawings  or  photographs  and  a 
black  and  white  photocopy  that  accurately  depicts,  to  the 
extent  possible,  the  subject  matter  shown  in  the  color  drawing 
or  photograph  must  be  submitted. 

28.  A  new,  undesignated  center  heading  and  new  sections 
1.211,  1.213,  1.215,  1.217,  1.219,  and  1.221  are  added  to 
Subpart  B-National  Processing  Provisions  to  read  as  follows: 

PUBLICATION  OF  APPLICATIONS 

§  1.211  Publication  of  applications. 

(a)  Each  U.S.  national  application  for  patent  filed  in  the 
Office  under  35  U.S.C.  111(a)  and  each  international  applica- 
tion in  compliance  with  35  U.S.C.  371  will  be  published 
promptly  after  the  expiration  of  a  period  of  eighteen  months 
from  the  earliest  filing  date  for  which  a  benefit  is  sought  under 
title  35,  United  States  Code,  unless: 

(1)  The  application  is  recognized  by  the  Office  as  no  longer 
pending; 

(2)  The  application  is  national  security  classified  (see  § 
5.2(c)),  subject  to  a  secrecy  order  under  35  U.S.C.  181,  or 
under  national  security  review; 

(3)  The  apphcation  has  issued  as  a  patent  in  sufficient  time 
to  be  removed  from  the  pubhcation  process;  or 

(4)  The  application  was  filed  with  a  nonpubhcation  request 
in  compliance  with  §  1.213(a). 

(b)  Provisional  apphcations  under  35  U.S.C.  111(b)  shall  not 
be  pubHshed,  and  design  apphcations  under  35  U.S.C.  chapter 
16  and  reissue  apphcations  under  35  U.S.C.  chapter  25  shall 
not  be  published  under  this  section. 

(c)  An  application  filed  under  35  U.S.C.  111(a)  will  not  be 
published  until  it  includes  the  basic  filing  fee  (§  1.16(a)  or 
1.16(g)),  any  English  translation  required  by  §  1.52(d),  and 
an  executed  oath  or  declaration  under  §  1 .63.  The  Office  may 
delay  publishing  any  application  until  it  includes  a  specifica- 
tion having  papers  in  compliance  with  §  1.52  and  an  abstract 
(§  1.72(b)),  drawings  in  compliance  with  §  1.84,  and  a 
sequence  listing  in  compliance  with   §§    1.821   through 
1.825  (if  applicable),  and  until  any  petition  under  §  1.47  is 
granted. 

(d)  The  Office  may  refuse  to  publish  an  application,  or  to 
include  a  portion  of  an  application  in  the  patent  application 
publication  (§  1.215),  if  pubhcation  of  the  application  or 


portion  thereof  would  violate  Federal  or  state  law,  or  if  the 
application  or  portion  thereof  contains  offensive  or  disparaging 
material. 

(e)  The  publication  fee  set  forth  in  §  1.1 8(d)  must  be  paid 
in  each  application  published  under  this  section  before  the 
patent  will  be  granted.  If  an  application  is  subject  to  publica- 
tion under  this  section,  the  sum  specified  in  the  notice  of 
allowance  under  §  1.311  will  also  include  the  publication  fee 
which  must  be  paid  within  three  months  from  the  date  of 
mailing  of  the  notice  of  allowance  to  avoid  abandonment  of  the 
application.  This  three-month  period  is  not  extendable.  If  the 
application  is  not  published  under  this  section,  the  publication 
fee  (if  paid)  will  be  refunded. 

§  1.213  Nonpublication  request. 

(a)  If  the  invention  disclosed  in  an  application  has  not  been 
and  will  not  be  the  subject  of  an  application  filed  in  another 
country,  or  under  a  multilateral  international  agreement,  that 
requires  publication  of  applications  eighteen  months  after 
filing,  the  application  will  not  be  published  under  35  U.S.C. 
122(b)  and  §  1.211  provided: 

(1)  A  request  (nonpublication  request)  is  submitted  with  the 
application  upon  filing; 

(2)  The  request  states  in  a  conspicuous  manner  that  the 
application  is  not  to  be  pubhshed  under  35  U.S.C.  122(b); 

(3)  The  request  contains  a  certification  that  the  invention 
disclosed  in  the  application  has  not  been  and  will  not  be  the 
subject  of  an  application  filed  in  another  country,  or  under  a 
multilateral  international  agreement,  that  requires  publication 
at  eighteen  months  after  fihng;  and 

(4)  The  request  is  signed  in  compliance  with  §  1.33(b). 

(b)  The  applicant  may  rescind  a  nonpublication  request  at 
any  time.  A  request  to  rescind  a  nonpublication  request  under 
paragraph  (a)  of  this  section  must: 

(1)  Identify  the  application  to  which  it  is  directed; 

(2)  State  in  a  conspicuous  manner  that  the  request  that  the 
application  is  not  to  be  pubhshed  under  35  U.S.C.  122(b)  is 
rescinded;  and 

(3)  Be  signed  in  comphance  with  §  1.33(b). 

(c)  If  an  applicant  who  has  submitted  a  nonpublication 
request  under  paragraph  (a)  of  this  section  subsequently  files 
an  application  directed  to  the  invention  disclosed  in  the 
application  in  which  the  nonpublication  request  was  submitted 
in  another  country,  or  under  a  multilateral  international  agree- 
ment, that  requires  publication  of  applications  eighteen  months 
after  filing,  the  applicant  must  notify  the  Office  of  such  filing 
within  forty-five  days  after  the  date  of  the  fihng  of  such  foreign 
or  international  application.  The  failure  to  timely  notify  the 
Office  of  the  filing  of  such  foreign  or  international  application 
shall  result  in  abandonment  of  the  apphcation  in  which  the 
nonpublication  request  was  submitted  (35  U.S.C. 
122(b)(2)(B)(iii)). 

§  1.215  Patent  application  publication. 

(a)  The  publication  of  an  apphcation  under  35  U.S.C.  122(b) 
shall  include  a  patent  application  pubhcation.  The  date  of 
publication  shall  be  indicated  on  the  patent  application  publi- 
cation. The  patent  application  publication  will  be  based  upon 
the  apphcation  papers  deposited  on  the  filing  date  of  the 
application,   as   well   as   the   executed   oath   or  declaration 
submitted  to  complete  the  apphcation,  and  any  application 
papers  or  drawings  submitted  in  reply  to  a  preexamination 
notice  requiring  a  title  and  abstract  in  compliance  with  § 
1.72,  application  papers  in  compliance  with  §  1.52,  drawings 
in  comphance  with  §  1.84,  or  a  sequence  listing  in  comph- 
ance with  §§   1.821  through  1.825,  except  as  otherwise 
provided  in  this  section.  The  patent  application  publication  will 
not  include  any  amendments,  including  preliminary  amend- 
ments, unless  apphcant  supplies  a  copy  of  the  application 
containing  the  amendment  pursuant  to  paragraph  (c)  of  this 
section. 

(b)  If  applicant  wants  the  patent  application  publication  to 
include  assignee  information,  the  applicant  must  include  the 
assignee  information  on  the  application  transmittal  sheet  or  the 
application  data  sheet  (§  1.76).  Assignee  information  may 
not  be  included  on  the  patent  application  publication  unless 
this  information  is  provided  on  the  application  transmittal 
sheet  or  application  data  sheet  included  with  the  application  on 
filing.  Providing  this  information  on  the  application  transmittal 
sheet  or  the  application  data  sheet  does  not  substitute  for 
compliance  with  any  requirement  of  part  3  of  this  chapter  to 
have  an  assignment  recorded  by  the  Office. 
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(c)  At  applicant's  option,  the  patent  application  publication 
will  be  based  upon  the  copy  of  the  application  (specification, 
drawings,  and  oath  or  declaration)  as  amended  during  exami- 
nation, provided  that  appUcant  supplies  such  a  copy  in  com- 
pliance with  the  Ofi&ce  electronic  filing  system  requirements 
within  one  month  of  the  actual  filing  date  of  the  apphcation  or 
fourteen  months  of  the  earliest  filing  date  for  which  a  benefit  is 
sought  under  title  35,  United  States  Code,  whichever  is  later. 

(d)  If  the  copy  of  the  apphcation  submitted  pursuant  to 
paragraph  (c)  of  this  section  does  not  comply  with  the  Office 
electronic  filing  system  requirements,  the  Office  will  publish 
the  application  as  provided  in  paragraph  (a)  of  this  section.  If, 
however,  the  Office  has  not  started  the  publication  process,  the 
Office  may  use  an  untimely  filed  copy  of  the  apphcation 
supplied  by  the  applicant  under  paragraph  (c)  of  this  section  in 
creating  the  patent  application  publication. 

§  1.217  Publication  of  a  redacted  copy  of  an  application. 

(a)  If  an  appUcant  has  filed  applications  in  one  or  more 
foreign  countries,  directly  or  through  a  multilateral  interna- 
tional agreement,  and  such  foreign-filed  applications  or  the 
description  of  the  invention  in  such  foreign-filed  applications 
is  less  extensive  than  the  apphcation  or  description  of  the 
invention  in  the  application  filed  in  the  Ofi&ce,  the  applicant 
may  submit  a  redacted  copy  of  the  application  filed  in  the 
Office  for  pubUcation,  eliminating  any  part  or  description  of 
the  invention  that  is  not  also  contained  in  any  of  the  corre- 
sponding apphcations  filed  in  a  foreign  country.  The  Office  will 
publish  the  application  as  provided  in  §  1.215(a)  unless  the 
applicant  files  a  redacted  copy  of  the  apphcation  in  compliance 
with  this  section  within  sixteen  months  after  the  earhest  fifing 
date  for  which  a  benefit  is  sought  under  title  35,  United  States 
Code. 

(b)  The  redacted  copy  of  the  application  must  be  submitted 
in  compliance  with  the  Office  electronic  fifing  system  require- 
ments. The  title  of  the  invention  in  the  redacted  copy  of  the 
application  must  correspond  to  the  title  of  the  application  at  the 
time  the  redacted  copy  of  the  application  is  submitted  to  the 
Office.  If  the  redacted  copy  of  the  apphcation  does  not  comply 
with  the  Office  electronic  filing  system  requirements,  the 
Office  will  pubhsh  the  application  as  provided  in  §  1.215(a). 

(c)  The  applicant  must  also  concurrently  submit  in  paper 
(§  1.52(a))  to  be  filed  in  the  application: 

(1)  A  certified  copy  of  each  foreign-filed  application  that 
corresponds  to  the  application  for  which  a  redacted  copy  is 
submitted; 

(2)  A  translation  of  each  such  foreign-filed  apphcation  that  is 
in  a  language  other  than  English,  and  a  statement  that  the 
translation  is  accurate; 

(3)  A  marked-up  copy  of  the  apphcation  showing  the 
redactions  in  brackets;  and 

(4)  A  certification  that  the  redacted  copy  of  the  apphcation 
eliminates  only  the  part  or  description  of  the  invention  that  is 
not  contained  in  any  application  filed  in  a  foreign  country, 
directly  or  through  a  multilateral  international  agreement,  that 
corresponds  to  the  application  filed  in  the  Office. 

(d)  The  Office  will  provide  a  copy  of  the  complete  file 
wrapper  and  contents  of  an  application  for  which  a  redacted 
copy  was  submitted  under  this  section  to  any  person  upon 
written  request  pursuant  to  §  1.14(c)(2),  unless  applicant 
comphes  with  the  requirements  of  paragraphs  (d)(1),  (d)(2), 
and  (d)(3)  of  this  section. 

(1)  Applicant  must  accompany  the  submission  required  by 
paragraph  (c)  of  this  section  with  the  following: 

(i)  A  copy  of  any  Office  correspondence  previously  received 
by  applicant  including  any  desired  redactions,  and  a  second 
copy  of  all  Office  correspondence  previously  received  by 
applicant  showing  the  redacted  material  in  brackets;  and 

(ii)  A  copy  of  each  submission  previously  filed  by  the 
applicant  including  any  desired  redactions,  and  a  second  copy 
of  each  submission  previously  filed  by  the  applicant  showing 
the  redacted  material  in  brackets. 

(2)  In  addition  to  providing  the  submission  required  by 
paragraphs  (c)  and  (d)(1)  of  this  section,  applicant  must: 

(i)  Within  one  month  of  the  date  of  mailing  of  any 
correspondence  from  the  Office,  file  a  copy  of  such  Office 
correspondence  including  any  desired  redactions,  and  a  second 
copy  of  such  Office  correspondence  showing  the  redacted 
material  in  brackets;  and 

(ii)  With  each  submission  by  the  applicant,  include  a  copy  of 
such  submission  including  any  desired  redactions,  and  a 
second  copy  of  such  submission  showing  the  redacted  material 
in  brackets. 


(3)  Each  submission  under  paragraph  (d)(1)  or  (d)(2)  of  this 
paragraph  must  also  be  accompanied  by  the  processing  fee  set 
forth  in  §  1.1 7(i)  and  a  certification  that  the  redactions  are 
limited  to  the  elimination  of  material  that  is  relevant  only  to  the 
part  or  description  of  the  invention  that  was  not  contained  in 
the  redacted  copy  of  the  application  submitted  for  publication. 

(e)  The  provisions  of  §  1.8  do  not  apply  to  the  time  periods 
set  forth  in  this  section. 

§  1.219  Early  publication. 

Applications  that  will  be  published  under  §  1.211  may  be 
published  earlier  than  as  set  forth  in  §  1.211(a)  at  the  request 
of  the  applicant.  Any  request  for  early  publication  must  be 
accompanied  by  the  pubhcation  fee  set  forth  in  §  1.18(d).  If 
the  applicant  does  not  submit  a  copy  of  the  apphcation  in 
compliance  with  the  Office  electronic  filing  system  require- 
ments pursuant  to  §  1.215(c),  the  Office  will  publish  the 
application  as  provided  in  §  1.215(a).  No  consideration  will 
be  given  to  requests  for  pubhcation  on  a  certain  date,  and  such 
requests  will  be  treated  as  a  request  for  publication  as  soon  as 
possible. 

§  1.221  Voluntary  publication  or  republication  of  patent 
application  publication. 

(a)  Any  request  for  pubhcation  of  an  apphcation  filed  before, 
but  pending  on,  November  29,  2000,  and  any  request  for 
republication  of  an  application  previously  pubhshed  under  § 
1.211,  must  include  a  copy  of  the  application  in  compliance 
with  the  Office  electronic  filing  system  requirements  and  be 
accompanied  by  the  publication  fee  set  forth  in  §  1.18(d)  and 
the  processing  fee  set  forth  in  §  1.1 7(i).  If  the  request  does 
not  comply  with  the  requirements  of  this  paragraph  or  the  copy 
of  the  application  does  not  comply  with  the  Office  electronic 
filing  system  requirements,  the  Office  will  not  publish  the 
application  and  wiU  refund  the  publication  fee. 

(b)  The  Office  will  grant  a  request  for  a  corrected  or  revised 
patent  application  publication  other  than  as  provided  in  para- 
graph (a)  of  this  section  only  when  the  Office  makes  a  material 
mistake  which  is  apparent  from  Office  records.  Any  request  for 
a  corrected  or  revised  patent  application  publication  other  than 
as  provided  in  paragraph  (a)  of  this  section  must  be  filed  within 
two  months  from  the  date  of  the  patent  apphcation  publication. 
This  period  is  not  extendable. 

29.  Section  1.291  is  amended  by  revising  paragraph  (a)(1)  to 
read  as  follows: 

§  1.291  Protests  by  the  public  against  pending  applications. 

( Ct\     '•^     "^     * 

(1)  The  protest  is  submitted  prior  to  the  date  the  application 
was  pubhshed  or  the  mailing  of  a  notice  of  allowance  under  § 
1.311,  whichever  occurs  first;  and 

30.  Section  1.292  is  amended  by  revising  paragraph  (b)(3)  to 
read  as  follows: 

§  1.292  Public  use  proceedings. 


(b) 


*  *  * 


(3)  The  petition  is  submitted  prior  to  the  date  the  application 
was  pubhshed  or  the  mailing  of  a  notice  of  allowance  under  § 
1.311,  whichever  occurs  first. 


31.  Section  1.311  is  revised  to  read  as  follows: 

§  1.311  Notice  of  allowance. 

(a)  If,  on  examination,  it  appears  that  the  appUcant  is  entitled 
to  a  patent  under  the  law,  a  notice  of  allowance  will  be  sent  to 
the  applicant  at  the  correspondence  address  indicated  in  § 
1.33.  The  notice  of  allowance  shall  specify  a  sum  constituting 
the  issue  fee  which  must  be  paid  within  three  months  from  the 
date  of  mailing  of  the  notice  of  allowance  to  avoid  abandon- 
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ment  of  the  application.  The  sum  specified  in  the  notice  of 
allowance  may  also  include  the  publication  fee,  in  which  case 
the  issue  fee  and  publication  fee  (§  1.211(f))  must  both  be 
paid  within  three  months  from  the  date  of  mailing  of  the  notice 
of  allowance  to  avoid  abandonment  of  the  application.  This 
three-  month  period  is  not  extendable. 

(b)  An  authorization  to  charge  the  issue  or  other  post- 
allowance  fees  set  forth  in  §  1.18  to  a  deposit  account  may  be 
filed  in  an  individual  apphcation  only  after  mailing  of  the 
notice  of  allowance.  The  submission  of  either  of  the  following 
after  the  mailing  of  a  notice  of  allowance  will  operate  as  a 
request  to  charge  the  correct  issue  fee  to  any  deposit  account 
identified  in  a  previously  filed  authorization  to  charge  fees: 

(1)  An  incorrect  issue  fee;  or 

(2)  A  completed  OflBce-provided  issue  fee  transmittal  form 
(where  no  issue  fee  has  been  submitted). 

32.  A  new  §  1.417  is  added  to  read  as  follows: 

§  1.417.  Submission  of  translation  of  international  applica- 
tion. 


36.  Section  5.1  is  amended  by  revising  paragraph  (e)  to  read  as 
follows: 

§  5.1  Applications  and  correspondence  involving  national 
security. 

(e)  An  application  will  not  be  published  under  §  1.211  of 
this  chapter  or  allowed  under  §   1.311  of  this  chapter  if 
publication  or  disclosure  of  the  application  would  be  detrimen- 
tal to  national  security.  An  application  under  national  security 
review  will  not  be  published  at  least  until  six  months  from  its 
filing  date  or  three  months  from  the  date  the  application  was 
referred  to  a  defense  agency,  whichever  is  later.  A  national 
security  classified  patent  application  will  not  be  pubUshed 
under  §  1.211  of  this  chapter  or  allowed  under  §  1.311  of 
this  chapter  until  the  application  is  declassified  and  any  secrecy 
order  under  §  5.2(a)  has  been  rescinded. 


The  submission  of  the  international  pubhcation  or  an  En- 
glish language  translation  of  an  international  application  pur- 
suant to  35  U.S.C.  154(d)(4)  must  clearly  identify  the  interna- 
tional application  to  which  it  pertains  (§  1.5(a))  and,  unless 
it  is  being  submitted  pursuant  to  §  1.494  or  §  1.495,  be 
clearly  identified  as  a  submission  pursuant  to  35  U.S.C. 
154(d)(4).  Otherwise,  the  submission  will  be  treated  as  a  filing 
under  35  U.S.C.  111(a).  Such  submissions  should  be  marked 
"Box  PCT" 

33.  Section  1.494  is  amended  by  revising  paragraph  (f)  to  read 
as  follows: 

§  1.494  Entering  the  national  stage  in  the  United  States  of 
America  as  a  Designated  Office. 

ip    i^    i^    ^    ii: 

(f)  The  documents  and  fees  submitted  under  paragraphs  (b) 
and  (c)  of  this  section  must,  except  for  a  copy  of  the 
international  publication  or  translation  of  the  international 
application  that  is  identified  as  provided  in  §  1.417,  be 
clearly  identified  as  a  submission  to  enter  the  national  stage 
under  35  U.S.C.  371.  Otherwise,  the  submission  will  be 
considered  as  being  made  under  35  U.S.C.  111(a). 

34.  Section  1.495  is  amended  by  revising  paragraph  (g)  to  read 
as  follows: 

§  1.495  Entering  the  national  stage  in  the  United  States  of 
America  as  an  Elected  Office. 


(g)  The  documents  and  fees  submitted  under  paragraphs  (b) 
and  (c)  of  this  section  must,  except  for  a  copy  of  the 
international  publication  or  translation  of  the  international 
apphcation  that  is  identified  as  provided  in  §  1.417,  be 
clearly  identified  as  a  submission  to  enter  the  national  stage 
under  35  U.S.C.  371.  Otherwise,  the  submission  will  be 
considered  as  being  made  under  35  U.S.C.  111(a). 

PART  5— SECRECY  OF  CERTAIN  INVENTIONS  AND 
LICENSES  TO  EXPORT  AND  FILE  APPLICATIONS  IN 
FOREIGN  COUNTRIES 

35.  The  authority  citation  for  37  CFR  Part  5  is  revised  to  read 
as  follows: 

Authority:  35  U.S.C.  2(b)(2),  41,  181-188,  as  amended  by  the 
Patent  Law  Foreign  Filing  Amendments  Act  of  1988,  Pub.  L. 
100-418,  102  Stat.  1567;  the  Arms  Export  Control  Act,  as 
amended,  22  U.S.C.  2751  et  seq.;  the  Atomic  Energy  Act  of 
1954,  as  amended,  42  U.S.C.  2011  et  seq.;  the  Nuclear  Non 
Proliferation  Act  of  1978,  22  U.S.C.  3201  et  seq.;  and  the 
delegations  in  the  regulations  under  these  Acts  to  the  Commis- 
sioner (15  CFR  370.100),  22  CFR  125.04,  and  10  CFR  810.7). 
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37  CFR  Part  1 

[Docket  No:  950620162-6014-02] 

RIN  0651-AA75 

Miscellaneous  Changes  in  Patent  Practice 

Agency:  Patent  and  Trademark  Office,  Commerce. 

Action:  Final  Rule. 

Summary:  The  Patent  and  Trademark  Office  (Office)  is  amend- 
ing the  rules  of  practice  in  patent  cases  to  implement  a  number 
of  miscellaneous  changes  proposed  in  the  rulemaking  entitled 
"Changes  to  Implement  18-Month  Publication  of  Patent  Ap- 
plications" (Notice  of  Proposed  Rulemaking),  published  in  the 
Federal  Register  at  60  FR  42352  (August  15,  1995),  and  in  the 
Patent  and  Trademark  Office  Official  Gazette  1177  Off.  Gaz. 
Pat.  Office  61  (August  15,  1995),  that  are  not  directly  related  to 
the  18-month  pubhcation  of  patent  applications.  While  the 
proposed  rule  changes  in  the  Notice  of  Proposed  Rulemaking 
were  designed  primarily  to  implement  the  changes  in  practice 
related  to  the  publication  of  patent  applications  provided  for  in 
H.R.  1733,  these  miscellaneous  proposed  changes  clarify 
current  rules  of  practice,  without  regard  to  the  pubhcation  of 
patent  applications. 

Effective  Date:  September  23,  1996. 

Sections  1.52(a)  and  (b),  1.58,  1.72(b),  1.75(g),  (h)  and  (i), 
1.77,  1.84(c),  (f),(g)  and  (x),  1.96,  1.154,  and  1.163  of  37  CFR 
apply  to  applications  filed  on  or  after  September  23,  1996. 

For  Further  Information  Contact:  Stephen  G.  Kunin  by 
telephone  at  (703)  305-8850,  by  facsimile  at  (703)  305-8825, 
by  electronic  mail  at  rbahr@uspto.gov,  or  Jeffrey  V.  Nase  by 
telephone  at  (703)  305-9285,  or  by  mail  marked  to  the 
attention  of  Stephen  G.  Kunin,  addressed  to  the  Assistant 
Commissioner  for  Patents,  Washington,  D.C.  20231.  For 
copies  of  the  forms  discussed  in  this  final  rule  package,  contact 
the  Customer  Service  Center  of  the  Office  of  Initial  Patent 
Examination  at  (703)  308-1214. 

Supplementary  Information 

This  final  rule  package  is  designed  to  implement  the 
miscellaneous  changes  set  forth  in  the  proposed  rulemaking 
entitled  "Changes  to  Implement  18-Month  Publication  of 
Patent  Apphcations"  (Notice  of  Proposed  Rulemaking)  that  are 
not  directly  related  to  1 8-month  publication  of  patent  applica- 
tions and  that  are  considered  desirable  even  in  the  absence  of 
an  18-month  publication  system. 
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The  Notice  of  Proposed  Rulemaking  indicated  that,  in 
addition  to  implementing  the  18-month  publication  of  patent 
applications,  the  Office  also  proposed  to:  (1)  clarify  which 
applications  claiming  the  benefit  of  prior  applications,  or 
which  prior  applications  for  which  a  benefit  is  claimed  in  a 
later  application,  will  be  preserved  in  confidence;  (2)  amend 
the  rules  pertaining  to  the  format  and  standards  for  application 
papers  and  drawings  to  improve  the  standardization  of  patent 
applications;  (3)  provide  for  those  instances  in  which  inven- 
tions of  a  pending  application  or  patent  under  reexamination 
and  inventions  of  a  patent  held  by  a  single  party  are  not 
identical,  but  not  patentably  distinct;  (4)  clarify  the  practice  for 
the  delivery  or  mailing  of  patents;  (5)  expedite  the  entry  of 
international  applications  into  the  national  stage;  and  (6) 
amend  a  number  of  rules  for  consistency  and  clarity.  The 
Notice  of  Proposed  Rulemaking  stated  that  these  proposed  rule 
changes  may  be  adopted  as  final  rules  even  in  the  absence  of 
an  18-month  publication  system,  and  advised  interested  per- 
sons to  comment  on  any  proposed  rule  change,  regardless  of 
whether  H.R.  1733  is  enacted. 

To  avoid  delays  in  the  implementation  of  rule  changes 
considered  desirable  even  in  the  absence  of  an  18-month 
publication  system,  this  final  rule  package  provides  for 
changes  to  37  CFR  §§  1.12(c),  1.14,  1.52(a)  and  (b),  1.54, 
1.58,  1.62(e)  and  (f),  1.72(b),  1.75(g),  1.77,  1.78(a)  and  (c), 
1.84(c),  (f),  (g)  and  (x),  1.96,  1.97,  1.107,  1.110,  1.131,  1.132, 
1.154,  1.163,  1.291,  1.292,  1.315,  1.321  and  1.497,  and  adds 
new  1.5(f),  1.75(h)  and  (i),  and  1.130,  all  of  which  are  based 
upon  the  changes  proposed  in  the  Notice  of  Proposed  Rule- 
making. 

Implementation  of  18-month  publication  held  in  abeyance 
pending  Congressional  action  on  H.R.  1733 

The  Notice  of  Proposed  Rulemaking  also  proposed  changes 
to  37  CFR  §§  1.4,  1.5(a),  1.9,  1.11,  1.12(a)  and  (b),  1.13,  1.16, 
1.17,  1.18,  1.19,  1.20,  1.24,  1.51,  1.52(d),  1.53,  1.55,  1.60, 
1.78(a),  1.84(j),  1.85,  1.98,  1.108,  1.136,  1.138,  1.492.  1.494, 
1.495,  1.701,  1.808,  3.31,  5.1,  new  §§  1.5(g),  1.306  through 
1.308  and  5.9,  and  further  changes  to  §§  1.14,  1.54,  1.62, 
1.107,  1.131,  1.132,  1.291  and  §§  1.292  to  implement  the 
18-month  publication  of  patent  applications  as  contained  in 
H.R.  1733  and  provide  procedures  for  the  treatment  of  national 
security  classified  apphcations.  The  adoption  of  changes  to 
these  rules  is  held  in  abeyance  pending  Congressional  action 
on  H.R.  1733. 

The  proposed  rule  changes  in  the  Notice  of  Proposed 
Rulemaking  to  provide  new  procedures  for  the  treatment  of 
national  security  classified  applications  are  also  being  held  in 
abeyance.  These  proposed  rule  changes  are  separable  from  the 
implementation  of  18-month  publication;  however,  they  are 
sufficiently  related  to  the  implementation  of  18-month  publi- 
cation that  they  are  also  being  held  in  abeyance  pending 
Congressional  action  on  H.R.  1733. 

In  the  event  that  H.R.  1733  is  enacted,  a  final  rule  package 
to  implement  this  legislation  will  be  published.  Final  rules  to 
implement  1 8-month  publication  of  patent  applications  based 
upon  the  Notice  of  Proposed  Rulemaking  and  the  comments 
received  in  response  to  the  Notice  of  Proposed  Rulemaking 
may  be  adopted  without  either  an  additional  public  hearing  or 
an  additional  proposal  being  published  for  comment. 

Implementation  of  the  miscellaneous  changes  proposed  in 
the  Notice  of  Proposed  Rulemaking 

The  following  paragraphs  of  this  section  include:  (1)  a 
discussion  of  the  rules  being  added  or  amended  in  this  final 
rule  package,  (2)  the  reasons  for  those  additions  and  amend- 
ments, and  (3)  an  analysis  of  the  comments  received  in 
response  to  the  Notice  of  Proposed  Rulemaking. 

Changes  to  proposed  rules:  These  final  rules  contain  a 
number  of  changes  to  the  text  of  the  rules  as  proposed  for 
comment.  The  significant  changes  are  discussed  below.  Famil- 
iarity with  the  Notice  of  Proposed  Rulemaking  is  assumed. 

Sections  §  1.14(a)  and  (b)  have  been  re-written  for  clarity. 
Section  §  1.14(a)(1)  provides  that  patent  applications  are 
generally  preserved  in  confidence.  Section  §  1.14(a)(2)  sets 
forth  the  circumstances  under  which  status  information  con- 
cerning an  application  may  be  supplied,  and  §  1.14(a)(3)  sets 


forth  the  circumstances  under  which  access  to,  or  copies  of,  an 
application  may  be  provided.  Section  §  1.14(b)  provides  that 
abandoned  applications  may  be  destroyed  after  20  years  from 
their  filing  date.  The  reference  to  paragraph  (b)  in  §  1.14(e)  has 
been  deleted  for  consistency  with  the  changes  to  paragraphs  (a) 
and  (b)of  §  1.14. 

Section  §  1.52(a)  is  being  changed  to  provide  that  all  papers 
which  are  to  become  a  part  of  the  permanent  records  of  the 
Patent  and  Trademark  Office  must  be  legibly  "written  either  by 
a  typewriter  or  mechanical  printer  in  permanent  dark  ink  or  its 
equivalent,"  rather  than  "typed  in  permanent  dark  ink."  This 
change  will  permit  the  filing  of  papers  printed  by  any  computer 
operated  printer,  such  as  a  laser  printer  which  uses  toner  rather 
than  ink,  and  will  avoid  a  conflict  between  §  1.52(a)  and  Patent 
Cooperation  Treaty  (PCT)  Rule  11.9.  The  phrase  "when 
required  by  the  Office"  was  also  added  to  §  1.52(a). 

Section  §  1.52(b)  is  being  changed  to  provide  that:  (1)  the 
application  papers  must  be  plainly  written  with  each  page 
printed  on  only  one  side  of  a  sheet  of  paper,  with  the  claim  or 
claims  commencing  on  a  separate  sheet  and  the  abstract 
commencing  on  a  separate  sheet;  (2)  the  lines  of  the  specifi- 
cation, and  any  amendments  to  the  specification,  must  be  1  1/2 
or  double  spaced;  and  (3)  the  pages  of  the  specification 
including  claims  and  abstract  must  be  numbered  consecutively, 
starting  with  1,  the  numbers  being  centrally  located  above  or 
preferably,  below,  the  text.  This  change  will  clarify:  (1)  the 
separate  sheet  requirement  for  both  the  claims  and  abstract,  (2) 
that  the  lines  of  the  papers  not  comprising  the  specification  and 
amendments  thereto  need  not  be  1  1/2  or  double  spaced,  and 
(3)  that  the  specification,  and  not  the  transmittal  sheets  or  other 
forms,  must  be  numbered. 

Section  §  1 .58  is  being  changed  to  provide  that  chemical  and 
mathematical  formulae  and  tables  must  be  presented  in  com- 
phance  with  §§  1.52(a)  and  (b),  except  that  chemical  and 
mathematical  formulae  or  tables  may  be  placed  in  a  landscape 
orientation  if  they  cannot  be  presented  satisfactorily  in  a 
portrait  orientation.  This  replaces  the  requirement  that  "[t]o 
facilitate  camera  copying  when  printing,  the  width  of  formulas 
and  tables  as  presented  should  be  limited  normally  to  12.7  cm. 
(5  inches)  so  that  it  may  appear  as  a  single  column  in  the 
printed  patent."  However,  chemical  and  mathematical  formu- 
lae and  tables  must  still  otherwise  comply  with  §  1.52(a)  and 
(b).  This  change  will  avoid  a  conflict  between  §  1.58  and  PCT 
Rule  11.10(d).  Section  §  1.58  is  also  being  changed  to  require 
"0.21  cm."  rather  than  "2.1  mm."  to  ensure  consistency. 

Section  1.72  is  being  changed  to  provide  that  the  abstract 
must  commence  on  a  separate  sheet,  preferably  following  the 
claims.  This  change  will  avoid  renumbering  pages  of  a 
specification  submitted  in  the  arrangement  set  forth  in  §  1.77 
when  filing  the  application  as  an  international  application. 

Section  1.75(h)  is  being  changed  to  provide  that  the  claim  or 
claims  must  commence  on  a  separate  sheet.  This  change  will 
clarify  that  §  1 .75  requires  that  the  claim  or  claims  commence 
or  begin  on  a  separate  sheet,  rather  than  requiring  that  all  of  the 
claims  must  be  on  a  single  separate  sheet  or  that  each  claim 
must  be  on  a  separate  sheet. 

Section  1.77  is  being  changed  to  position  the  abstract  as 
element  "(12)"  following  the  claims,  rather  than  element  "(3)" 
prior  to  the  first  page  of  the  specification  to  conform  to  §  1.72. 

Section  1 .78(a)(2)  is  being  changed  to  replace  the  reference 
to  §  1.14(b)  with  a  reference  to  §  1.14(a). 

Section  1.78(c)  is  being  changed  to  replace  the  phrase 
"[wjhere  an  application  or  a  patent  under  reexamination  and  an 
application  or  a  patent"  with  the  phrase  "[w]here  an  applica- 
tion or  a  patent  under  reexamination  and  at  least  one  other 
application,"  since  conflicting  claims  between  an  application 
or  a  patent  under  reexamination  and  a  patent  will  be  provided 
for  in  new  §  1.130.  Section  1.78(c)  is  also  being  changed  to 
delete  the  sentence  "[i]n  addition  to  making  said  statement,  the 
assignee  may  also  explain  why  an  interference  should  or 
should  not  be  declared,"  since  the  Office  will  not,  unless  good 
cause  is  shown,  declare  or  continue  an  interference  when  the 
application(s)  and  patent  are  owned  by  a  single  party. 
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Section  1.78(d)  is  removed.  The  provisions  of  §  1.78(d),  as 
proposed,  are  in  new  §  1.130(b),  since  §  1.130  provides  for 
conflicting  claims  between  an  application  or  a  patent  under 
reexamination  and  a  patent. 

Section  1.84(x)  is  being  changed  from  "[n]o  holes  should  be 
provided  in  the  drawings  sheets"  to  "[n]o  holes  should  be  made 
by  the  applicant  in  the  drawing  sheets"  to  clarify  that  the 
application  papers,  including  drawings,  should  be  submitted  by 
the  applicant  without  holes  provided  therein,  but  that  the  Office 
will  drill  holes  through  the  application  papers  during  the 
pre-examination  processing  of  the  application. 

Section  1.96(b)  is  being  changed  to  provide  that  a  hsting 
submitted  as  part  of  the  specification  "must  be  direct  printouts 
(i.e.,  not  copies)  from  the  computer's  printer"  for  clarity. 

Section  1.96(c)  is  being  changed  to  substitute  a  reference  to 
36  CFR  Part  1230  (Micrographics)  for  the  enumerated  Ameri- 
can National  Standards  Institute  (ANSI)  and  National  Micro- 
graphics Association  (NMA)  standards.  As  36  CFR  Part  1230 
sets  forth  the  micrographic  requirements  for  government 
records,  it  is  appropriate  to  reference  this  provision,  rather  than 
promulgate  separate  standards  for  micrographics  employed  in 
patent  applications. 

Section  1.97  is  being  changed  to  delete  any  reference  to  a 
reexamination  proceeding  or  a  patent  owner.  The  submission 
of  an  information  disclosure  statement  during  a  reexainination 
proceeding  is  governed  by  §  1.555(a). 

Section  §  1.97(a)  is  being  changed  from  "[i]n  order  for  an 
applicant  for  patent  or  for  reissue  of  a  patent  to  have  informa- 
tion considered  by  the  Oflfice  during  the  pendency  of  a  patent 
application,  an  information  disclosure  statement  in  compliance 
with  §  1 .98  should  be  filed  in  accordance  with  this  section"  to 
"[i]n  order  for  an  applicant  for  a  patent  or  for  a  reissue  of  a 
patent  to  have  an  information  disclosure  statement  in  compli- 
ance with  §  1 .98  considered  by  the  Office  during  the  pendency 
of  the  application,  it  must  satisfy  paragraph  (b),  (c),  or  (d)  of 
this  section"  for  clarity.  Sections  §  1.97(c)  and  (d)  are  also 
being  changed  to  clarify  the  conditions  in  §  1.97(c)  under 
which  a  certification  as  specified  in  §  1.97(e)  or  the  fee  set 
forth  in  §  1.1 7(p)  is  required,  and  the  conditions  in  §  1.97(d) 
under  which  a  certification  as  specified  in  §  1.97(e),  a  petition, 
and  the  petition  fee  set  forth  in  §  1.17(i)  are  required. 

Section  1.110  is  amended  to  change  the  reference  to  § 
1.78(d)  to  a  reference  to  §  1.130  for  consistency. 

The  proposed  addition  of  a  new  §  1.131(a)(3)  is  being 
withdrawn  in  this  final  rule  package.  This  proposed  change,  as 
well  as  the  provisions  of  former  §  1.78(d),  has  been  re- written 
as  a  new  §  1.130.  New  §  1.130(a)  will  provide  a  procedure  for 
the  disqualification  of  a  commonly  owned  patent  claiming  a 
patentably  indistinct  but  not  identical  invention.  New  § 
1.130(b)  will  include  the  provisions  of  former  §  1.78(d). 

Section  1.131(a)  is  being  changed  to  replace  the  phrase 
"U.S.  patent  to  another"  with  "U.S.  patent  to  another  or 
others."  Section  1.154(a)(7)  is  being  changed  to  add  "[f]ea- 
ture"  prior  to  "[djescription,"  and  §  1.154(a)(8)  is  being 
changed  to  add  "a  single"  prior  to  "claim." 

Section  1.163  is  being  changed  to  position  the  abstract  as 
element  "(11)"  following  the  claims,  rather  than  element  "(3)" 
prior  to  the  first  page  of  the  specification.  This  change  will 
parallel  the  change  to  §  1.77.  In  addition,  §  1.163(c)(10)  is 
being  changed  to  add  "a  single"  prior  to  "claim." 

Section  1.497(b)(2)  is  being  changed  to  provide  that  "[i]f  the 
person  making  the  oath  or  declaration  is  not  the  inventor,  the 
oath  or  declaration  shall  state  the  relationship  of  the  person  to 
the  inventor,  the  facts  required  by  §  1.42,  §  1.43  or  §  1.47,  and, 
upon  information  and  belief,  the  facts  which  the  inventor 
would  have  been  required  to  state"  to  better  set  forth  the 
requirements  of  an  oath  or  declaration  by  a  person  who  is  not 
the  inventor.  Section  §  1.497(c)  is  being  changed  to  delete  the 
initial  phrase  "[t]he  oath  or  declaration  must  comply  with  the 
requirements  of  §  1.63;  however,"  since  it  is  unnecessary. 


Discussion  of  Specific  Rules 

Title  37  of  the  Code  of  Federal  Regulations,  Part  1  is 
amended  as  follows: 

Section  1.5(f)  is  added  to  provide  that  a  paper  concerning  a 
provisional  application  must  identify  the  application  as  such 
and  by  the  application  number. 

Section  1.12  is  amended  to  revise  paragraph  (c)  to  read 
"preserved  in  confidence  under  §  1.14"  for  consistency  with  § 
1.14. 

Section  1. 14  is  amended  to  revise  the  title  and  paragraphs  (a) 
and  (e)  to  read  "preserved  in  confidence"  for  consistency  with 
the  language  in  35  U.S.C.  122. 

Section  1.14(a)  is  amended  to  add  a  paragraph  (a)(1)  to 
provide  that  patent  apphcations  are  generally  preserved  in 
confidence  pursuant  to  35  U.S.C.  122,  and  that  no  information 
will  be  given  concerning  the  filing,  pendency,  or  subject  matter 
of  any  application  for  patent,  and  no  access  will  be  given  to,  or 
copies  furnished  of,  any  application  or  papers  relating  thereto, 
except  as  set  forth  in  §  1.14. 

Section  1.14(a)  is  also  amended  to  add  a  paragraph  (a)(2)  to 
provide  that  status  may  be  supplied:  (1)  concerning  an  appli- 
cation or  any  application  claiming  the  benefit  of  the  filing  date 
of  the  application,  if  the  application  has  been  identified  by 
application  number  or  serial  number  and  filing  date  in  a 
published  patent  document;  (2)  concerning  the  national  stage 
application  or  any  application  claiming  the  benefit  of  the  filing 
date  of  a  published  international  application,  if  the  United 
States  of  America  has  been  indicated  as  a  Designated  State  in 
the  international  application;  or  (3)  when  it  has  been  deter- 
mined by  the  Commissioner  to  be  necessary  for  the  proper 
conduct  of  business  before  the  Office.  Status  information 
includes  information  such  as  whether  the  application  is  pend- 
ing, abandoned,  or  patented,  as  well  as  the  application  number 
and  filing  date.  The  inclusion  of  apphcations  claiming  the 
benefit  of  the  filing  date  of  applications  so  identified  is  to  avoid 
misleading  the  public  in  instances  in  which  the  application 
identified  as  set  forth  in  §  1.14(a)(2)  is  abandoned,  but  an 
application  claiming  the  benefit  of  the  filing  date  of  the 
identified  application  {e.g.,  a  continuing  application)  is  pend- 
ing. 

Section  1.14(a)  is  also  amended  to  add  a  new  paragraph 
(a)(3)  to  provide  that  access  to,  or  copies  of,  an  application 
may  be  provided:  (1)  when  the  application  is  open  to  the  public 
as  provided  in  §  1.11(b);  (2)  when  written  authority  in  that 
application  from  the  applicant,  the  assignee  of  the  application, 
or  the  attorney  or  agent  of  record  has  been  granted;  (3)  when 
it  has  been  determined  by  the  Commissioner  to  be  necessary 
for  the  proper  conduct  of  business  before  the  Office,  or  (4)  to 
any  person  on  written  request,  without  notice  to  the  apphcant, 
when  the  application  is  abandoned  and  available  and  is:  (a) 
referred  to  in  a  U.S.  patent,  (b)  referred  to  in  an  application 
open  to  public  inspection,  (c)  an  application  which  claims  the 
benefit  of  the  fifing  date  of  an  application  open  to  public 
inspection,  or  (d)  an  application  in  which  the  applicant  has 
filed  an  authorization  to  lay  open  the  complete  application  to 
the  public. 

Section  1.14(b)  is  amended  to  provide  that  complete  appli- 
cations (  1.51(a))  which  are  abandoned  may  be  destroyed  and 
hence  may  not  be  available  for  access  or  copies  as  permitted  by 
paragraph  (a)(3)(iv)  of  this  section  after  20  years  from  their 
filing  date,  except  those  to  which  particular  attention  has  been 
called  and  which  have  been  marked  for  preservation.  The 
sentence  in  §  1.14(b)  concerning  the  non-return  of  abandoned 
apphcations  is  deleted  as  duplicative  of  the  provision  in  §  1.59, 
which  provides  that  papers  in  an  application  which  has 
received  a  filing  date  will  not  be  returned,  and  is  unrelated  to 
the  preservation  of  apphcations  in  confidence  under  §  1.14. 

Section  1.52(a)  is  amended  to  provide  that  all  papers  which 
are  to  become  a  part  of  the  permanent  records  of  the  Oflfice 
must  be  legibly  written  by  a  typewriter  or  mechanical  printer  in 
permanent  dark  ink  or  its  equivalent  in  portrait  orientation  on 
flexible,  strong,  smooth,  non-shiny,  durable  and  white  paper. 
Section  1.52(a)  is  further  amended  to  provide  that  the  appli- 
cation papers  must  be  presented  in  a  form  having  sufficient 
clarity  and  contrast  between  the  paper  and  the  writing  thereon 
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to  permit  electronic  reproduction  by  use  of  digital  imaging  and 
optical  character  recognition,  as  well  as  the  direct  photocopy 
reproduction  currently  provided  for.  Section  1.52(a)  is  further 
amended  to  provide  that  substitute  typewritten  or  mechanically 
printed  papers  "will"  be  required  if  the  original  application 
papers  are  not  of  the  required  quality.  As  any  substitute 
typewritten  or  mechanically  printed  papers  containing  the 
subject  matter  of  the  originally  filed  application  papers  would 
constitute  a  substitute  specification,  the  provisions  of  §  1.125 
governing  the  entry  of  a  substitute  specification  would  be 
applicable,  and  §  1.52(a)  is  amended  to  include  a  specific 
reference  to§  1.125. 

Section  1.52(b)  is  amended  to  provide  that  the  claim  or 
claims  must  commence  on  a  separate  sheet  and  the  abstract 
must  commence  on  a  separate  sheet.  Section  1.72(b)  provides 
that  the  abstract  must  commence  on  a  separate  sheet,  and  § 
1.75(h)  provides  that  the  claim  or  claims  must  commence  on  a 
separate  sheet.  Section  1.52(b)  is  amended  to  provide  that  the 
sheets  of  paper  must  all  be  the  same  size  and  either  21.0  cm. 
by  29.7  cm.  (DIN  size  A4)  or  2§  1.6  cm.  by  27.9  cm.  (8  1/2  by 
11  inches),  with  a  top  margin  of  at  least  2.0  cm.  (3/4  inch),  a 
left  side  margin  of  at  least  2.5  cm.  (1  inch),  a  right  side  margin 
of  at  least  2.0  cm.  (3/4  inch),  and  a  bottom  margin  of  at  least 
2.0  cm.  (3/4  inch),  and  that  no  holes  should  be  made  in  the 
submitted  paper  sheets.  Section  1.52(b)  is  further  amended  to 
provide  that  the  lines  of  the  specification,  and  any  amendments 
to  the  specification,  "must"  be  1  1/2  or  double  spaced,  and  that 
the  pages  of  the  specification  "must"  be  numbered  consecu- 
tively, starting  with  page  one,  with  the  numbers  being  centrally 
located  above  or  below  the  text.  Finally,  §  1.52(b)  is  amended 
to  specifically  reference  drawings  to  clarify  that  drawings  are 
part  of  the  application  papers,  but  that  the  standards  for 
drawings  are  set  forth  in  §  1.84. 

The  proposed  changes  to  §  1.52(a)  and  (b),  §  1.58,  §  1.72(b), 
§  1.75(g),  (h),  and  (i),  §  1.77,  §  1.84(c),  (f),  (g),  and  (x),  §  1.96, 
§  1.154,  and  §  1.163  pertaining  to  the  format  and  standards  for 
application  papers  and  drawings  in  the  Notice  of  Proposed 
Rulemaking  are  considered  desirable,  regardless  of  whether 
H.R.  1733  is  enacted. 

While  the  vast  majority  of  applications  currently  comply 
with  §  1.52(a)  and  (b),  §  1.58,  §  1.72(b),  §  1.75(h),  §  1.84(c), 
(f),  (g),  and  (x),  and  §  1.96  as  adopted  in  this  final  rule,  those 
applications  which  do  not  comply  with  §  1.52(a)  and  (b),  § 
1.58.  §  1.84(c),  (f),  (g),  and  (x),  and  §  1.96  as  adopted  in  this 
final  rule  (e.g.,  applications  containing  hand- written  papers) 
create  an  inordinate  administrative  burden  on  the  Office  during 
the  initial  processing,  examination,  and  publishing  of  the 
application  as  a  patent.  In  addition,  the  Office  plans  to  replace 
or  augment  the  current  microfilming  process  with  electronic 
data  capture  of  at  least  the  technical  content  (i.e.,  the  specifi- 
cation, abstract,  claims  and  drawings)  of  the  appUcation-as- 
filed  for  internal  Office  use,  regardless  of  whether  H.R.  1733  is 
enacted.  Therefore,  the  Office  will  no  longer  permit  these 
relatively  few  applicants  to  submit  application  papers  and 
drawings  that  do  not  meet  the  standards  set  forth  in  §  1.52(a) 
and  (b),  §  1.58,  §  1.84(c),  (f),  (g),  and  (x),  and  §  1.96  as 
adopted  in  this  final  rule. 

The  application  format  set  forth  in  §  1.75(g)  and  (i),  §  1.77, 
§  1.154,  and  §  1.163  as  adopted  in  this  final  rule  merely 
expresses  the  Office's  preferences  for  format  of  utility,  design 
and  plant  applications.  They  do  not  set  forth  mandatory 
requirements  for  application  papers  and  drawings. 

Section  1.54(b)  is  amended  to  change  "apphcation  serial 
number"  to  "application  number"  for  consistency  with  1.5(a). 

Section  1.58(b)  is  removed  and  is  reserved  as  unnecessary  in 
view  of  the  amendments  to  §  1.52(a)  and  (b). 

Section  1.58(c)  is  amended  to  provide  that  chemical  and 
mathematical  formulae  and  tables  must  be  presented  in  com- 
pliance with  §  1.52(a)  and  (b),  except  that  chemical  and 
mathematical  formulae  or  tables  may  be  placed  in  a  landscape 
orientation  if  they  cannot  be  presented  satisfactorily  in  a 
portrait  orientation.  Section  1.58(c)  is  further  amended  to 
delete  the  following  sentences  to  conform  to  the  writing  and 
paper  size  and  orientation  limitations  in  §  1.52(a)  and  (b):  (1) 
"[t]o  facilitate  camera  copying  when  printing,  the  width  of 
formulas  and  tables  as  presented  should  be  limited  normally  to 
12.7  cm.  (5  inches)  so  that  it  may  appear  as  a  single  column  in 


the  printed  patent";  (2)  "[i]f  it  is  not  possible  to  Umit  the  width 
of  a  formula  or  table  to  5  inches  (12.7  cm.),  it  is  permissible  to 
present  the  formula  or  table  with  a  maximum  width  of  10  3/4 
inches  (27.3  cm.)  and  to  place  it  sideways  on  the  sheet";  and 
(3)  "[h]and  lettering  must  be  neat,  clean,  and  have  a  minimum 
character  height  of  0.08  inch  (2.1  mm.)."  Section  1.58(c)  is 
further  amended  to  insert  "chosen"  between  "must  be"  and 
"from  a  block  (nonscript)  type  font."  Section  1.58(c)  is  further 
amended  to  provide  metric  dimensions  with  English  equiva- 
lents in  parentheticals,  rather  than  vice  versa. 

Section  §  1.62(e)  is  amended  to  change  "application  serial 
number"  to  "application  number"  for  consistency  with  § 
1.5(a). 

Section  §  1.62(f)  is  amended  to  change  "secrecy"  to  "con- 
fidence" as  is  found  in  35  U.S.C.  122  and  §  1.14,  and  change 
"37  CFR  §  1.14"  to  "  §  1.14"  for  consistency. 

Section  1.72(b)  is  amended  to  provide  that  the  abstract  must 
"commence,"  rather  than  "be  set  forth,"  on  a  separate  sheet. 
This  change  will  conform  the  "separate  sheet"  requirement  for 
the  abstract  with  that  for  the  claims. 

Section  1.75  is  amended  to  include  an  amendment  to 
paragraph  (g),  and  would  add  two  new  paragraphs.  Section 
1.75(g)  is  amended  to  add  the  phrase  "[t]he  least  restrictive 
claim  should  be  presented  as  claim  number  1"  to  the  beginning 
of  the  paragraph.  Section  1.75(h)  is  added  to  provide  that  the 
claim  or  claims  must  commence  on  a  separate  sheet.  Section 
1.75(i)  is  added  to  provide  that  where  a  claim  sets  forth  a 
plurality  of  elements  or  steps,  each  element  or  step  of  the  claim 
should  be  separated  by  a  line  indentation. 

Section  1.77  is  amended  to  provide  that  the  elements  of  the 
apphcation,  if  applicable,  should  appear  in  the  following  order: 
(1)  Utility  Application  Transmittal  Form;  (2)  Fee  Transmittal 
Form;  (3)  title  of  the  invention;  or  an  introductory  portion 
stating  the  name,  citizenship,  and  residence  of  the  apphcant, 
and  the  title  of  the  invention;  (4)  cross-reference  to  related 
apphcations;  (5)  statement  regarding  federally  sponsored  re- 
search or  development;  (6)  reference  to  a  "Microfiche  appen- 
dix; (7)  background  of  the  invention;  (8),  brief  summary  of  the 
invention;  (9)  brief  description  of  the  several  views  of  the 
drawing;  (10)  detailed  description  of  the  invention;  (11)  claim 
or  claims;  (12)  abstract  of  the  disclosure;  (13)  drawings;  (14) 
executed  oath  or  declaration;  and  (15)  sequence  listing.  The 
phrase  "if  applicable"  is  inserted  in  the  heading,  rather  than 
associated  with  any  particular  listed  element,  to  clarify  that  § 
1 .77  does  not  per  se  require  that  an  application  include  all  of 
the  listed  elements,  but  merely  provides  that  any  listed  element 
included  in  the  application  should  appear  in  the  order  set  forth 
in  §  1.77.  Section  1.77  is  further  amended  to  provide  that  the 
(1)  title  of  the  invention;  (2)  cross-reference  to  related  appli- 
cations; (3)  statement  regarding  federally  sponsored  research 
or  development;  (4)  background  of  the  invention;  (5)  brief 
summary  of  the  invention;  (6)  brief  description  of  the  several 
views  of  the  drawing;  (7)  detailed  description  of  the  invention; 
(8)  claim  or  claims;  (9)  abstract  of  the  disclosure;  and  (10) 
sequence  listing,  should  appear  in  upper  case,  without  under- 
lining or  bold  type,  as  section  headings,  and  if  no  text  follows 
the  section  heading,  the  phrase  "Not  Applicable"  should  follow 
the  section  heading.  Finally,  §  1.77  is  amended  to  change  the 
reference  to  §  1.96(b)  in  §  1.77(a)(6)  to  §  1.96(c)  for 
consistency  with  §  1.96. 

Section  1.78(a)(2)  is  amended  to  replace  the  reference  to  § 
1.14(b)  with  a  reference  to  §  1.14(a)  for  consistency  with  § 
1.14(a)  and  (b)  as  amended. 

Section  1.78(c)  is  amended  to  change  "two  or  more  appli- 
cations, or  an  application  and  a  patent"  to  "an  application  or  a 
patent  under  reexamination  and  at  least  one  other  application" 
such  that  the  provisions  of  §  1.78(c)  will  also  be  applicable  to 
a  patent  under  reexamination.  Section  1.78(c)  is  also  amended 
to  correct  "inventors  and  owned  by  the  same  party  contain 
conflicting  claims"  to  read  "inventors  are  owned  by  the  same 
party  and  contain  conflicting  claims."  Section  1.78(c)  is  also 
amended  to  delete  the  sentence  "[i]n  addition  to  making  said 
statement,  the  assignee  may  also  explain  why  an  interference 
should  or  should  not  be  declared." 

Section  1.78(d)  is  removed.  The  provisions  of  former  § 
1.78(d),  as  proposed,  are  in  new  §  1.130(b). 
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Section  §  1.84(c)  is  amended  to  provide  that  a  reference  to 
the  application  number,  or,  if  an  application  number  has  not 
been  assigned,  the  inventor's  name,  may  be  included  in  the 
left-hand  comer  of  the  drawing  sheet,  provided  that  reference 
appears  within  1.5  cm.  (9/16  inch)  from  the  top  of  the  sheet. 

Section  §  1.84(f)  is  amended  to  provide  that  the  size  of  all 
drawing  sheets  in  an  application  must  be  either  21.0  cm.  by 
29.7  cm.  (DIN  size  A4)  or  21.6  cm.  by  27.9  cm.  (8  1/2  by  11 
inches)  to  conform  to  the  requirement  in  §  1.52(b)  concerning 
papers  in  an  application. 

Section  §  1.84(g)  is  amended  to  delete  the  margin  require- 
ments for  the  sheet  sizes  that  are  no  longer  acceptable  in  view 
of  the  changes  to  §  1.84(f).  Section  §  1.84(g)  is  further 
amended  to  provide  that  the  sheets  should  have  scan  targets 
(cross-hairs)  on  two  catercomer  margin  comers.  Finally,  § 
1.84(g)  is  amended  to  increase  the  bottom  and  side  margins 
such  that  each  sheet  must  include  a  top  margin  of  at  least  2.5 
cm.  (1  inch),  a  left  side  margin  of  at  least  2.5  cm.  (1  inch),  a 
right  side  margin  of  at  least  §  1.5  cm.  (9/16  inch),  and  a  bottom 
margin  of  at  least  1.0  cm.  (3/8  inch),  thereby  leaving  a  sight  no 
greater  than  17.0  cm.  by  26.2  cm.  on  21.0  cm.  by  29.7  cm. 
(DIN  size  A4)  drawing  sheets,  and  a  sight  no  greater  than  17.6 
cm.  by  24.4  cm.  (6  15/16  by  9  5/8  inches)  on  2§  1.6  cm.  by 
27.9  cm.  (8  1/2  by  11  inch)  drawing  sheets. 

Section  §  1.84(x)  is  amended  to  delete  the  provisions 
indicating  the  proper  location  for  holes  in  a  drawing  sheet,  and 
provide  that  no  holes  should  be  provided  in  the  drawing  sheets. 

Section  §  1.96  is  amended  to  designate  the  text  preceding 
current  paragraph  (a)  as  paragraph  (a)  "General,'"  and  would 
redesignate  current  paragraphs  (a)  and  (b)  as  paragraphs  (b) 
and  (c),  respectively.  New  §  1.96(a)  is  further  amended  to 
insert  a  period  between  "specification"  and  "[a]  computer,"  to 
change  "these  mles"  to  "this  section,"  and  to  change  "may  be 
submitted  in  patent  applications  in  the  following  forms"  to 
"may  be  submitted  in  patent  applications  as  set  forth  in 
paragraphs  (b)  and  (c)  of  this  section." 

New  §  1.96(b)  is  further  amended  to:  (1)  change  the 
sentences  "[t]he  listing  may  be  submitted  as  part  of  the 
specification  in  the  form  of  computer  printout  sheets  (com- 
monly 14  by  11  inches  in  size)  for  use  as  'camera  ready  copy' 
when  a  patent  is  subsequently  printed"  and  "[s]uch  computer 
printout  sheets  must  be  original  copies  from  the  computer  with 
dark  solid  black  letters  not  less  than  0.21  cm.  high,  on  white, 
unshaded  and  unlined  paper,  the  printing  on  each  sheet  must  be 
limited  to  an  area  9  inches  high  by  13  inches  wide,  and  the 
sheets  should  be  submitted  in  a  protective  cover"  to  "[a]ny 
listing  submitted  as  part  of  the  specification  must  be  direct 
printouts  (i.e.,  not  copies)  from  the  computer's  printer  with 
dark  solid  black  letters  not  less  than  0.21  cm.  high,  on  white, 
unshaded  and  unlined  paper,  and  the  sheets  should  be  submit- 
ted in  a  protective  cover";  (2)  delete  the  sentence  "[w]hen 
printed  in  patents,  such  computer  printout  sheets  will  appear  at 
the  end  of  the  description  but  before  the  claims  and  will 
usually  be  reduced  about  1/2  in  size  with  two  printout  sheets 
being  printed  as  one  patent  specification  page";  and  (3)  delete 
the  phrase  "if  the  copy  is  to  be  used  for  camera  ready  copy." 
New  §  1.96(b)(1)  provides  that  the  requirements  of  §  1.84 
apply  to  computer  program  listings  submitted  as  sheets  of 
drawings,  and  new  §  1 .96(b)(2)  provides  that  the  requirements 
of  §  1.52  apply  to  computer  program  listings  submitted  as  part 
of  the  specification. 

New  §  1.96(c)  is  amended  to:  (1)  change  the  references  to  § 
1.77(c)(2)  in  §  1.96(c)  to  §  1.77(a)(6)  for  consistency  with  § 
1.77;  (2)  change  "may"  and  "should"  to  "must";  (3)  delete  the 
sentence  "[a]  11  computer  program  listings  submitted  on  paper 
will  be  printed  as  part  of  the  patent";  (4)  relocate  the  phrase 
"except  as  modified  or  clarified  below"  in  subsection  (c)(2); 
(5)  change  the  phrase  "computer-generated  information  sub- 
mitted as  an  appendix  to  an  apphcation  for  patent  shall  be  in 
the  form  of  microfiche  in  accordance  with  the  standards"  to 
"computer-generated  information  submitted  as  a  'microfiche 
appendix'  to  an  application  shall  be  in  accordance  with  the 
standards"  for  clarity;  (6)  change  the  references  to  the  specific 
American  National  Standards  Institute  (ANSI)  or  National 
Micrographics  Association  (NMA)  standards  with  36  CFR  Part 
1230;  (7)  change  "serial  number"  to  "apphcation  number";  and 
(8)  provide  metric  dimensions  with  English  equivalents  in 
parentheticals,  rather  than  vice  versa. 


Section  §  1.97(a)  is  amended  to  include  the  phrase  "for  an 
applicant  for  patent  or  for  reissue  of  a  patent."  Paragraphs 
(a)-  (d)  are  amended  to  include  the  phrase  "by  the  applicant" 
to  clarify  that  §  1 .97  is  not  available  for  any  third  party  seeking 
to  have  information  considered  in  a  pending  application.  Any 
third  party  seeking  to  have  infomiation  considered  in  a 
pending  apphcation  must  proceed  under  1.291  or  1.292.  As 
discussed  supra,  §  1.97(a),  (c)  and  (d)  are  also  being  amended 
for  clarity.  Section  §  1.97(c)  is  further  amended  to  correct  the 
phrase  "certification  as  specified  in  paragraph  (3)  of  this 
section"  to  read  "certification  as  specified  in  paragraph  (e)  of 
this  section." 

Section  1.107  is  amended  to  delete  the  phrase  "and  the 
classes  of  inventions." 

Section  1.110  is  amended  to  change  the  reference  to  § 
1.78(d)  to  a  reference  to  §  1.130  for  consistency  with  the 
removal  of  §  1.78(d),  and  the  location  of  the  provisions  of 
former  §  1.78(d)  in  §  1.130(b). 

A  new  paragraph  (a)(3)  in  §  1.131  was  proposed  in  the 
Notice  of  Proposed  Rulemaking  to  permit  a  showing  of  prior 
invention  in  a  pending  apphcation  or  patent  under  reexamina- 
tion to  avoid  a  rejection  under  35  U.S.C.  103  based  upon  a 
patent  which  qualifies  as  prior  art  only  under  35  U.S.C.  102(a) 
or  (e),  where  the  application  or  patent  under  reexamination  and 
the  patent  upon  which  the  rejection  is  based  are  both  owned  by 
a  single  party,  so  long  as  the  invention  claimed  in  the  pending 
apphcation  or  patent  under  reexamination  and  in  the  other 
patent  are  not  identical  as  set  forth  in  35  U.S.C.  102.  Upon 
further  study,  it  is  considered  appropriate  to  disqualify  such 
patents,  and  provide  for  the  obviation  of  judicially  created 
double  patenting  rejections  in  an  application  or  a  patent  under 
reexamination  by  the  filing  of  a  terminal  disclaimer  in  accor- 
dance with  §  1.321(c),  in  a  separate  §  1.130. 

New  §  1.130(a)  provides  that  when  any  claim  of  an 
application  or  a  patent  under  reexamination  is  rejected  under 
35  U.S.C.  103  on  a  U.S.  patent  to  another  or  others  which  is 
not  prior  art  under  35  U.S.C.  102(b),  and  the  inventions 
defined  by  the  claims  in  the  application  or  patent  under 
reexamination  and  by  the  claims  in  the  patent  are  patentably 
indistinct  but  not  identical  as  set  forth  in  35  U.S.C.  101,  and 
the  inventions  are  owned  by  the  same  party,  the  apphcant  or 
owner  of  the  patent  under  reexamination  may  disqualify  the 
patent  as  prior  art.  Section  1.130(a)  specifically  provides  that 
the  patent  can  be  disquahfied  as  prior  art  by  submission  of:  (1) 
a  terminal  disclaimer  in  accordance  with  §  1.321(c),  and  (2)  an 
oath  or  declaration  stating  that  the  application  or  patent  under 
reexamination  and  the  patent  are  currently  owned  by  the  same 
party,  and  that  the  inventor  named  in  the  application  or  patent 
under  reexamination  is  the  prior  inventor  under  35  U.S.C.  104. 

Where  inventions  defined  by  the  rejected  claims  in  the 
application  or  a  patent  under  reexamination  and  by  the  claims 
in  the  patent  upon  which  the  rejection  is  based  are  patentably 
distinct,  the  rejection  may  be  overcome  pursuant  to  §  1.131. 
Since  §  1.130  appUes  only  when  inventions  defined  by  the 
claims  in  an  apphcation  or  a  patent  under  reexamination  and 
by  the  claims  in  the  patent  are  patentably  indistinct,  §  1.130 
expressly  provides  that  an  oath  or  declaration  submitted 
pursuant  to  §  1.130  to  disqualify  a  patent  must  be  accompanied 
by  a  terminal  disclaimer  in  accordance  with  §  1.321(c). 

As  the  conflict  between  two  pending  applications  can  be 
avoided  by  filing  a  continuation-in-part  application  merging 
the  conflicting  inventions  into  a  single  application,  §  1.130  is 
limited  to  rejections  based  upon  a  patent. 

New  §  1.130(b)  includes  the  provisions  of  former  §  1.78(d), 
as  proposed  in  the  Notice  of  Proposed  Rulemaking.  Former  § 
1.78(d)  was  proposed  to  be  amended  to  change  "obviousness- 
type  double  patenting  rejection"  to  "non-statutory  double 
patenting  rejections"  as  current  examining  procedures  autho- 
rize non-obviousness-type  double  patenting  rejections,  as  well 
as  obviousness-type  double  patenting  rejections  (See  section 
804(11)  of  the  Manual  of  Patent  Examining  Procedure 
(MPEP)),  and  either  may  be  obviated  by  filing  a  terminal 
disclaimer  in  accordance  with  §  1.321(c).  The  phrase  "non- 
statutory double  patenting  rejection,"  however,  is  being  re- 
placed with  "judicially  created  double  patenting  rejection"  to 
better  set  forth  the  legal  basis  for  the  rejection. 
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Section  1 .78(d)  was  also  proposed  to  be  amended  to  change 
each  instance  of  "application"  to  "application  or  a  patent  under 
reexamination"  for  consistency  with  §  1.321  and  to  clarify  that 
double  patenting  is  a  proper  consideration  in  reexamination 
(Ex  parte  Obiaya,  221  USPQ  58,  60-61  (Bd.  Pat.  App.  &  Inter. 
1985)),  and  that  a  judicially  created  double  patenting  rejection 
in  a  patent  under  reexamination  may  be  obviated  by  filing  a 
terminal  disclaimer  in  accordance  with  §  1.321(c). 

New  §  1.130(b)  specifically  provides  that  where  an  appli- 
cation or  a  patent  under  reexamination  claims  an  invention 
which  is  not  patentably  distinct  from  an  invention  claimed  in  a 
commonly  owned  patent  with  the  same  or  a  different  inventive 
entity,  a  double  patenting  rejection  will  be  made  in  the 
apphcation  or  a  patent  under  reexamination,  and  that  a  judi- 
cially created  double  patenting  rejection  may  be  obviated  by 
filing  a  terminal  disclaimer  in  accordance  with  §  1.321(c). 

Section  1.131  is  amended  to  change  "U.S.  patent  to  another" 
to  "U.S.  patent  to  another  or  others"  to  parallel  the  language  in 
35  U.S.C.  102(a),  as  well  as  35  U.S.C.  102(e). 

Section  1.132  is  amended  to  change  "domestic  patent"  to 
"U.S.  patent,"  and  "does  not  claim  the  invention"  to  "does  not 
claim  the  same  patentable  invention,  as  defined  in  §  1.601(n)" 
for  consistency  with  §  1.131. 

Section  1.154  is  amended  to  provide  that  the  elements  of  a 
design  application,  if  applicable,  should  appear  in  the  follow- 
ing order:  (1)  Design  Application  Transmittal  Form;  (2)  Fee 
Transmittal  Form;  (3)  preamble,  stating  name  of  the  applicant 
and  title  of  the  design;  (4)  cross-reference  to  related  applica- 
tions; (5)  statement  regarding  federally  sponsored  resea''ch  or 
development;  (6)  description  of  the  figure  or  figures  of  the 
drawing;  (7)  feature  description;  (8)  a  single  claim;  (9) 
drawings  or  photographs;  and  (10)  executed  oath  or  declara- 
tion. The  phrase  "[t]he  following  order  of  arrangement  should 
be  observed  in  framing  design  specifications"  is  changed  to 
"[t]he  elements  of  the  design  application,  if  applicable,  should 
appear  in  the  following  order"  to  clarify  that  §  1.154  does  not 
per  se  require  that  an  application  include  all  of  the  listed 
elements,  but  merely  provides  that  any  listed  element  included 
in  the  application  should  appear  in  the  order  set  forth  in  § 
1.154.  This  amendment  to  §  1.154,  however,  does  not  modify 
the  current  requirement  that  an  application  for  a  design  patent 
have  but  a  single  claim. 

A  new  §  1.163(c)  is  added  to  provide  that  the  elements  of  a 
plant  application,  if  applicable,  should  appear  in  the  following 
order:  (1)  Plant  Application  Transmittal  Form;  (2)  Fee  Trans- 
mittal Form;  (3)  title  of  the  invention;  (4)  cross-reference  to 
related  applications;  (5)  statement  regarding  federally  spon- 
sored research  or  development;  (6)  background  of  the  inven- 
tion; (7)  brief  summary  of  the  invention;  (8)  brief  description 
of  the  drawing;  (9)  detailed  botanical  description;  (10)  a  single 
claim;  (11)  abstract  of  the  disclosure;  (12)  drawings  (in 
duplicate);  (13)  executed  oath  or  declaration;  and  (14)  Plant 
Color  Coding  Sheet.  The  phrase  "if  applicable"  is  included  in 
the  heading,  rather  than  associated  with  any  particular  hsted 
element,  to  clarify  that  §  1.163  does  not  per  se  require  that  an 
application  include  all  of  the  listed  elements,  but  merely 
provides  that  any  listed  element  included  in  the  application 
should  appear  in  the  order  set  forth  in  §  1.163.  This  amendment 
to  §  1.163,  however,  does  not  modify  the  current  requirement 
that  an  application  for  a  plant  patent  have  but  a  single  claim. 

A  new  §  1.163(d)  is  added  to  define  a  plant  color  coding 
sheet.  A  plant  color  coding  sheet  is  a  sheet  that  specifies  a  color 
coding  system  as  designated  in  a  color  dictionary,  and  lists 
every  plant  structure  to  which  color  is  a  distinguishing  feature 
and  the  corresponding  color  code  which  best  represents  that 
plant  structure.  The  plant  color  coding  sheet  will  provide  a 
means  for  applicants  to  uniformly  convey  detailed  color 
characteristics  of  the  plant.  Providing  this  information  in  a 
systematic  manner  will  facilitate  the  examination  of  the 
application. 

Section  1.291  is  amended  to  provide  that  a  protest  must  be 
filed  prior  to  the  mailing  of  a  Notice  of  Allowance  to  be 
considered  timely.  As  a  protest  cannot  be  considered  subse- 
quent to  issuance  of  the  application  as  a  patent,  1.291(b)  is 
amended  to  provide  that  the  protest  will  be  considered  if  the 
application  is  still  pending  when  the  protest  and  application  file 
are  provided  to  the  examiner  {i.e.,  that  the  application  was 


pending  at  the  time  the  protest  was  filed  would  be  immaterial 
to  its  ultimate  consideration).  Finally,  the  sentences  "[pjrotests 
raising  fraud  or  other  inequitable  conduct  issues  will  be 
entered  in  the  application  file,  generally  without  comment  on 
those  issues"  and  "[pjrotests  which  do  not  adequately  identify 
a  pending  patent  application  will  be  disposed  of  and  will  not  be 
considered  by  the  Office"  in  §  1.291  are  changed  to  "[pjrotests 
raising  fraud  or  other  inequitable  conduct  issues  will  be 
entered  in  the  application  file,  generally  without  comment  on 
those  issues"  and  "[pjrotests  which  do  not  adequately  identify 
a  pending  patent  application  will  be  returned  to  the  protestor 
and  will  not  be  further  considered  by  the  Office,"  respectively, 
and  are  located  in  paragraph  (b).  The  Office  will  acknowledge 
protests  prior  to  their  entry  into  the  application  file  or  return  to 
the  protestor,  as  appropriate. 

Section  §  1.292  is  amended  to  delete  the  phrase  "is  filed  by 
one  having  information  of  the  pendency  of  an  application"  as 
unnecessary,  and  would  move  the  requirement  for  the  fee  set 
forth  in  §  1.1 7(j)  from  paragraph  (a)  to  paragraph  (b)  where  the 
conditions  for  entry  of  a  petition  for  the  institution  of  public 
use  proceedings  are  set  forth.  Section  §  1.292  is  amended  to 
further  require  that  any  petition  be  served  on  the  applicant  in 
accordance  with  §  1.248,  or  be  filed  with  the  Office  in  duplicate 
in  the  event  that  service  on  the  applicant  is  not  possible. 
Finally,  §  1.292  is  amended  to  provide  that  a  petition  to 
institute  public  use  proceedings  to  be  considered  timely  must 
be  filed  prior  to  the  mailing  of  a  Notice  of  Allowance. 

Section  1 .315  is  amended  to  change  "the  attorney  or  agent  of 
record,  if  there  be  one;  or  if  the  attorney  or  agent  so  request,  to 
the  patentee  or  assignee  of  an  interest  therein;  or,  if  there  be  no 
attorney  or  agent,  to  the  patentee  or  to  the  assignee  of  the  entire 
interest,  if  he  so  request"  to  "the  correspondence  address  of 
record.  See  §  1.33(a)."  This  change  is  to  simplify  §  1.315,  and 
because  patents  are  currently  mailed  to  the  patentee  at  the 
correspondence  address  of  record. 

Section  1.321(c)  is  amended  to  change  "double  patenting 
rejection"  to  "judicially  created  double  patenting  rejection"  for 
consistency  with  §  1.78(c)  and  to  clarify  that  the  filing  of  a 
terminal  disclaimer  is  ineffective  to  overcome  a  statutory 
double  patenting  rejection. 

Section  1.497(a)  is  amended  to  provide  that  an  applicant  in 
an  international  application  must  file  an  oath  or  declaration 
that:  (1)  is  executed  in  accordance  with  either  §  1.66  or  §  1.68, 
(2)  identifies  the  specification  to  which  it  is  directed,  (3) 
identifies  each  inventor  and  the  country  of  citizenship  of  each 
inventor,  and  (4)  states  that  the  person  making  the  oath  or 
declaration  believes  the  named  inventor  or  inventors  to  be  the 
original  and  first  inventor  or  inventors  of  the  subject  matter 
which  is  claimed  and  for  which  a  patent  is  sought,  rather  than 
an  oath  or  declaration  in  accordance  with  §  1.63,  to  enter  the 
national  stage  pursuant  to  §  1.494  or  §  1.495.  Currently,  the 
failure  to  file  an  oath  or  declaration  in  strict  compUance  with  § 
1.63  results  in  non-compliance  with  §  1.497,  and  thus  35 
U.S.C.  371,  which  in  turn  delays  the  entry  of  the  international 
apphcation  into  the  national  stage.  To  expedite  the  entry  of 
international  applications  into  the  national  stage,  §  1.497(a)  is 
amended  to  require  only  an  oath  or  declaration  that  is  properly 
executed,  identifies  the  specification  to  which  it  is  directed, 
and,  as  required  by  35  U.S.C.  115,  identifies  each  inventor  and 
the  country  of  citizenship  of  each  inventor  and  states  that  the 
person  making  the  oath  or  declaration  believes  the  named 
inventor  or  inventors  to  be  the  original  and  first  inventor  or 
inventors  of  the  subject  matter  which  is  claimed  and  for  which 
a  patent  is  sought. 

Section  1.497(b)  is  subdivided  into  paragraphs  (b)(1)  and 
(b)(2).  Section  §  1.497(b)(1)  is  amended  to  provide  that  the 
oath  or  declaration  must  be  made  by  all  of  the  actual  inventors 
except  as  provided  for  in  §  1.42,  §  1.43  or  §  1.47.  Section  § 
1.497(b)(2)  is  amended  to  change  "[i]f  the  international  appli- 
cation was  made  as  provided  in  §  1.422,  §  1.423  or  §  1.425,  the 
applicant  shall  state  his  or  her  relationship  to  the  inventor  and, 
upon  information  and  belief,  the  facts  which  the  inventor  is 
required  by  §  1.63  to  state"  to  "[i]f  the  person  making  the  oath 
or  declaration  is  not  the  inventor,  the  oath  or  declaration  shall 
state  the  relationship  of  the  person  to  the  inventor,  the  facts 
required  by  §  1.42,  §  1.43  or  §  1.47,  and,  upon  information  and 
belief,  the  facts  which  the  inventor  would  have  been  required 
to  state." 
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Section  1.497(c)  is  added  to  provide  that  the  oath  or 
declaration  must  comply  with  the  requirements  of  §  1.63. 
Section  1.497(c)  further  provides  that  in  instances  where  the 
oath  or  declaration  does  not  comply  with  §  1.63,  but  meets  the 
requirements  of  §  1.497(a)  and  (b),  the  oath  or  declaration  will 
be  accepted  as  complying  with  35  U.S.C.  371(c)(4)  and  § 
1.494(c)  or  §  1.495(c),  thus  permitting  the  application  to  enter 
the  national  stage  and  the  assignment  of  dates  under  35  U.S.C. 
102(e)  and  371(c).  A  supplemental  oath  or  declaration  in 
compliance  with§  1.63,  however,  will  be  required  in  accor- 
dance with  §  1.67. 

Response  to  Comments 

Two  hundred  and  forty-two  written  conmients  were  received 
in  response  to  the  Notice  of  Proposed  Rulemaking.  A  pubUc 
hearing  was  held  on  September  19,  1995.  Eight  persons 
testified  at  the  public  hearing. 

The  written  comments,  and  the  testimony  at  the  public 
hearing,  have  been  analyzed.  In  the  event  that  H.R.  1733  is 
enacted,  the  comments  directed  to  the  proposed  changes  to  the 
rules  of  practice  to  implement  the  18-month  pubUcation  of 
patent  applications  will  be  considered  and  addressed  in  the 
final  rule  package  to  implement  18-month  publication.  Re- 
sponses to  the  comments  germane  to  the  changes  in  this  final 
rule  package  follow. 

Comment  (1):  One  comment  suggested  that,  in  the  absence  of 
an  18-month  publication  system,  the  proposed  rules  relating  to 
application  format  and  standardization  of  applications  be 
repubhshed  to  give  the  public  an  opportunity  to  comment  on 
the  desirabihty  of  these  changes  in  the  absence  of  an  18-month 
publication  system. 

Response:  The  Notice  of  Proposed  Rulemaking  specifically 
stated  that  the  proposed  rules  relating  to  application  format  and 
standardization  of  applications  may  be  adopted  as  final  rules 
even  in  the  absence  of  an  18-month  pubhcation  system,  and 
specifically  advised  interested  members  of  the  public  to 
comment  on  the  advisability  of  the  proposed  rules  relating  to 
application  format  and  standardization  of  appUcations,  regard- 
less of  the  legislative  action  on  H.R.  1733.  Thus,  the  public 
was  given  an  opportunity  to  comment  on  the  desirability  of 
these  changes  in  the  absence  of  an  18-month  publication 
system.  Because  the  standardization  of  applications  is  gener- 
ally favored  and  will  substantially  improve  the  Office's  ability 
to  efficiently  and  effectively  process  applications,  delaying 
their  adoption  as  final  rules  is  not  justified. 

Comment  (2):  One  comment  stated  that  the  Office  has  the 
authority  to  require  that  applications  be  submitted  in  computer- 
readable  form,  and  in  fact  requires  sequence  listings  to  be 
submitted  in  such  form.  The  comment  suggested  that  the  cost 
of  electronically  scanning  application  papers,  as  well  as  errors 
in  scanning  the  application  papers,  can  be  avoided  by  requiring 
applicants  to  provide  the  specification  in  computer-readable 
form.  Another  comment  stated  that  the  Office  has  the  authority 
to  permit  electronic  filing,  and  electronic  filing  should  be 
permitted.  Several  other  comments  indicated  that  scanning  an 
application  into  a  data  base,  rather  than  permitting  applicants 
to  provide  a  copy  of  the  apphcation  on  an  electronic  medium, 
is  more  costly,  and  is  further  more  likely  to  introduce  errors 
that  could  render  text  searching  unreliable.  And,  several 
comments  suggested  that  the  scanning  and  typesetting  costs 
associated  with  the  current  pubhcation  process  for  issued 
patents  could  be  reduced  by  the  acceptance  of  electronic  media 
in  place  of  or  in  addition  to  the  paper  medium  currently 
provided  for  in  the  rules  of  practice.  These  comments  further 
suggested  that  the  Office  should  establish  fees  that  reflect  the 
reduced  cost  to  the  Office  when  a  copy  of  an  application  is 
provided  on  an  electronic  medium  (i.e.,  should  establish 
reduced  fees  for  those  who  submit  a  copy  of  their  application 
on  an  electronic  medium),  which  fee  structure  would  provide 
an  incentive  to  supply  a  copy  of  an  application  on  an  electronic 
medium. 

Response:  As  discussed  in  the  Notice  of  Proposed  Rulemak- 
ing, while  the  Office  is  considering  the  legislative  and  regula- 
tory changes  that  would  be  necessary  to  permit  purely  elec- 
tronic filing  of  application  papers,  it  does  not  currently  have  in 
place  an  automated  system  for  the  acceptance  and  processing 
of  apphcation  papers  in  electronic  form,  other  than  for  se- 
quence Ustings.  Moreover,  the  Office  does  not  currently  have 


the  statutory  authority  to  rebate  statutory  patent  filing  fees  to 
reflect  any  reduced  cost  to  the  Office  due  to  the  submission  of 
a  copy  of  an  application  on  an  electronic  medium.  The  Office 
will  give  the  comments  further  consideration  as  it  designs  and 
develops  the  Patent  Application  Management  (PAM)  system. 

Comment  (3):  Several  comments  noted  that  §  1.52(a)  and  (b) 
impose  a  standard  on  applicants  not  currently  observed  by  the 
Office,  and  questioned  whether  papers  in  the  application  file 
prepared  by  the  Office  will  comply  with  §  1.52(a)  and  (b). 

Response:  Sections  §  1.52(a)  and  (b)  apply  to  the  application 
papers,  and  amendments  or  corrections  thereto.  As  such,  § 
1.52(a)  and  (b)  do  not  apply  to  those  papers  in  the  application 
file  prepared  by  the  Office,  since  they  do  not  become  part  of  the 
printed  patent. 

Comment  (4):  One  comment  noted  that  proposed  §  1.52 
appears  to  be  neutral  with  regard  to  numbering  the  lines  (e.g., 
a  line  number  every  five  lines)  of  the  specification,  and 
suggested  that  line  numbering  is  a  beneficial  practice  which 
should  be  permitted,  and  even  encouraged. 

Response:  Section  1.52  neither  requires  nor  prohibits  line 
numbering.  Apphcants  are  encouraged,  but  not  required,  to 
number  the  fines  of  the  specification.  The  Office  will  give  the 
suggestion  further  study  and  consideration  in  future  rulemak- 
ing. 

Comment  (5):  One  comment  noted  that  when  paragraphs  are 
separated  by  a  blank  line  only  (i.e.,  no  indentation)  and  end 
between  pages,  it  is  not  possible  to  tell  that  a  paragraph  break 
occurred.  The  comment  suggested  that  the  application  format 
requirements  should  additionally  require  an  indentation  at  the 
beginning  of  each  new  paragraph. 

Response:  It  is  desirable  that  a  specification  include  an 
indentation  at  the  beginning  of  a  new  paragraph.  This  require- 
ment, however,  was  not  proposed  for  comment  in  the  Notice  of 
Proposed  Rulemaking.  In  addition,  PCT  Rule  11  does  not 
require  that  the  beginning  of  each  new  paragraph  in  the 
specification  be  indented. 

Comment  (6):  One  comment  noted  that  §  1.52(a)  would 
prohibit  handwriting  or  hand-printing  on  papers  which  are  to 
become  permanent  Office  records.  The  comment  questioned 
whether  this  requirement  would  also  apply  to  papers  issued  in 
the  Office.  The  comment  suggested  revising  Office  practice  to 
prohibit  an  examiner  from  handwriting  comments  on  official 
papers  (e.g.,  advisory  actions  or  interview  summary  records) 
because:  (1)  the  handwriting  is  not  always  decipherable,  and 
(2)  the  handwriting  as  it  comes  through  on  the  carbon  copies 
furnished  to  applicants  is  frequently  too  light  at  least  in  part  to 
be  decipherable. 

Response:  The  Office's  goal  is  to  create  a  readable  adminis- 
trative record  of  the  prosecution  of  every  application.  The 
Office  is  currently  designing,  testing  and  implementing  elec- 
tronic forms  and  Office  action  writing  software  to  avoid  or 
minimize  the  need  for  hand- writing/printing  in  Office  commu- 
nications. Any  applicant  receiving  an  Office  communication  in 
which  the  handwriting  is  not  decipherable,  or  does  not  ad- 
equately appear  on  the  carbon  copies  to  be  decipherable, 
should  request  a  legible  copy  of  such  communication  from  the 
Office. 

Comment  (7):  Several  comments  noted  that  the  limitations  in 
§  1.52(a)  and  (b)  regarding  "typed"  and  "ink"  appear  to 
exclude  computer  and  laser  printers,  as  well  as  commercially 
or  mechanically  printed  papers  such  as  declaration  forms. 
Another  comment  noted  that  the  limitations  in  §  1.52(a)  and 
(b)  regarding  "typed"  and  "ink"  are  more  restrictive  than  PCT 
Rule  11.9(a)  and  (d). 

Response:  The  phrase  "printed"  was  proposed  to  be  deleted 
since  it  could  be  read  to  mean  that  hand-printing  is  acceptable. 
Section  1.52(a)  will  require,  in  part,  that  "[a]ll  papers  which 
are  to  become  a  part  of  the  permanent  records  of  the  Patent  and 
Trademark  Office  must  be  legibly  written  either  by  a  typewriter 
or  mechanical  printer  in  permanent  dark  ink  or  its  equivalent  in 
portrait  orientation  on  flexible,  strong,  smooth,  non-shiny, 
durable,  and  white  paper."  This  will  clarify  that  papers  printed 
by  a  computer-operated  laser,  or  any  mechanical  printer  are 
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acceptable,  but  that  hand-printed  papers  are  not.  This  change 
will  also  avoid  inconsistencies  with  the  requirements  of  PCT 
Rule  11.9. 

Comment  (8):  One  comment  noted  that  the  proposed  changes 
to  §  1.52(a)  did  not  include  any  limitations  regarding  permis- 
sible type  fonts.  The  comment  questioned,  since  the  purpose  of 
the  proposed  rule  change  was  to  permit  optical  character 
recognition  (OCR)  scanning  of  the  application  papers,  whether 
script  fonts  would  be  permissible. 

Response:  Section  1.52(a)  does  not  include  any  express 
prohibition  against  the  use  of  script  fonts.  Nevertheless,  § 
1 .52(a)  requires  that  "the  application  papers  must  be  presented 
in  a  form  having  sufficient  clarity  and  contrast  between  the 
paper  and  the  writing  thereon  to  permit  .  .  .  electronic 
reproduction  by  use  of  digital  imaging  and  optical  character 
recognition."  Any  application  papers,  including  application 
papers  containing  a  script  font,  that  are  not  in  a  form  having 
sufficient  clarity  and  contrast  between  the  paper  and  the  writing 
thereon  to  permit  electronic  reproduction  by  use  of  digital 
imaging  and  optical  character  recognition  will  be  objected  to 
as  not  in  compliance  with  §  1.52(a).  Therefore,  the  Office 
cautions  applicants  not  to  submit  application  papers  having 
script  fonts. 

Comment  (9):  One  comment  noted  that  §  1.52(b)  would 
require  that  all  papers  (including  drawings  per  proposed  § 
1.84)  be  limited  to  either  DIN  size  A4  or  8  1/2  by  11  inches, 
which  would  eliminate  the  currently  allowed  paper  sizes  of  8 
1/2  by  13  or  14  inches.  The  comment  questioned  whether  this 
would  also  apply  to  the  official  papers  issued  by  the  Office, 
noting  that  the  Office  currently  issues  papers  having  a  paper 
size  mix  of  8  1/2  by  11,  13,  and  14  inches,  which  presents 
problems  for  applicants.  The  comment  suggested  that  the 
Office  should  not  issue  papers  of  a  size  not  permitted  in  §  1.52. 

Response:  The  Office  is  currently  in  the  process  of  standard- 
izing to  either  21.0  cm.  by  29.7  cm.  (DIN  size  A4)  or  2§  1.6 
cm.  by  27.9  cm.  (8  1/2  by  11  inches). 

Comment  (10):  One  comment  suggested  that  the  Office  should 
not  issue  papers  with  writing  on  the  back  side  in  accordance 
with  §  1.52(b). 

Response:  The  Office  currently  includes  informational  lan- 
guage on  the  back  side  of  certain  forms.  The  aUematives  to 
issuing  such  forms  with  writing  on  the  back  side  are:  (1)  not 
providing  this  information  to  applicants,  (2)  reducing  the  print 
size  to  permit  all  of  the  information  to  be  located  on  the  front 
of  the  form,  or  (3)  routinely  providing  multiple  page  forms. 
Since  none  of  the  alternatives  are  preferable  to  simply  includ- 
ing informational  language  on  the  back  side  of  certain  forms, 
the  Office  will  continue  to  include  information  language  on  the 
back  of  papers  issued  by  the  Office,  until  it  fully  transforms  all 
of  its  forms  to  electronically  generated  forms. 

Comment  (11):  One  comment  questioned  whether  the  phrase 
"claims  on  a  separate  sheet"  in  §  1.52(b)  means  that:  (1)  all  of 
the  claims  must  appear  on  a  single  separate  sheet,  (2)  each 
claim  must  appear  on  a  separate  sheet,  or  (3)  the  claims  (claim 
1)  must  begin  or  commence  on  a  separate  sheet.  The  comment 
suggested  the  PCT  wording  that  the  claims  shall  commence  on 
a  separate  sheet  if  the  rule  is  intended  to  require  that  the  claims 
(claim  1)  must  begin  or  commence  on  a  separate  sheet. 

Response:  The  phrase  has  been  changed  to  "the  claim  or 
claims  commencing  on  a  separate  sheet"  to  clarify  that  the 
claims  must  begin  or  commence  on  a  separate  sheet  to  parallel 
PCT  requirements.  Thus,  §  1.52(b)  and  §  1.75(h)  require  that 
the  claims  (claim  1)  must  begin  or  commence  on  a  separate 
sheet.  Sections  §  1.52(b)  and  §  1.75(h)  do  not  require  that  all 
of  the  claims  be  set  forth  on  a  single  sheet,  or  that  each  claim 
be  set  forth  on  a  separate  sheet. 

Comment  (12):  One  comment  questioned  whether  the  phrase 
"abstract  and  claims  on  a  separate  sheet"  in  §  1.52(b)  means 
that  the  abstract  is  to  be  on  one  separate  sheet,  and  the  claims 
are  to  be  (or  commence)  on  another  separate  sheet. 

Response:The  phrase  has  been  changed  to  "the  claim  or 
claims  commencing  on  a  separate  sheet  and  abstract  commenc- 
ing on  a  separate  sheet"  to  clarify  that  the  claims  must 
commence  on  one  separate  sheet  and  the  abstract  must 
commence  on  another  separate  sheet. 


Comment  (13):  One  comment  noted  that  the  requirement  in  § 
1.52(b),  as  proposed,  will  require  that  the  lines  in  the  oath  or 
declaration,  as  well  as  quotations  from  the  rules,  the  MPEP, 
and  court  decisions  in  subsequently  filed  amendments,  be  1  1/2 
or  double  spaced,  and  is  inconsistent  with  the  forms  included 
for  comment  with  the  Notice  of  Proposed  Rulemaking. 

Response:  Section  1.52(b)  has  been  changed  to  require,  inter 
alia,  that  "[t]he  lines  of  the  specification,  and  any  amendments 
to  the  specification,  must  be  1  1/2  or  double  spaced."  The 
requirement  for  1  1/2  or  double  spacing  will  not  apply  to  oaths 
or  declarations,  pre-printed  forms,  or  all  of  the  statements  in 
the  "Remarks"  section  of  an  amendment.  Applicants  are 
nevertheless  requested  to  submit  papers  with  lines  1  1/2  or 
double  spaced,  except  in  standardized  forms  or  where  single- 
spacing  may  be  stylistically  necessary  (e.g.,  block  quotations). 

Comment  (14):  One  comment  questioned  whether  the  require- 
ment in  §  1.52(b),  as  proposed,  that  papers  have  lines  1  1/2  or 
double  spaced  will  apply  to  Office  actions.  The  comment 
suggested  that  not  placing  block  quotations  from  the  stamtes 
and  regulations  in  single  spacing  will  decrease  the  readability 
of  Office  actions. 

Response:  As  discussed  supra,  §  1.52(a)  and  (b)  are  designed 
to  facilitate  patent  printing  and  do  not  apply  to  Office  actions. 
Section  1.52(b)  has  been  changed  to  require,  inter  alia,  that 
"[t]he  lines  of  the  specification,  and  any  amendments  to  the 
specification,  must  be  1  1/2  or  double  spaced."  Therefore,  the 
requirement  for  1  1/2  or  double  spaced  lines  will  not  apply  to 
Office  actions. 

Comment  (15):  Several  comments  objected  to  the  requirement 
that  tables  be  in  portrait  orientation  as  inconsistent  with  PCT 
rules,  and  as  causing  tables  to  be  split  over  multiple  pages. 

Response:  The  suggestions  are  adopted.  Section  1.58  will  state 
that  "[c]hemical  and  mathematical  formulae  and  tables  must  be 
presented  in  compliance  with  §  1.52(a)  and  (b),  except  that 
chemical  and  mathematical  formulae  or  tables  may  be  placed 
in  a  landscape  orientation  if  they  cannot  be  presented  satisfac- 
torily in  a  portrait  orientation,"  rather  than  "[t]o  facilitate 
camera  copying  when  printing,  the  width  of  formulae  and 
tables  as  presented  should  be  limited  normally  to  12.7  cm.  (5 
inches)  so  that  it  may  appear  as  a  single  column  in  the  printed 
patent." 

Comment  (16):  One  comment  stated  that  §  1.72  is  contrary  to 
PCT  Rule  1§  1.4(a),  and  will  require  renumbering  of  the 
application  pages  for  later  filing  of  that  application  in  the 
European  Patent  Office  (EPO)  or  under  the  PCT 

Response:  Section  1.72,  as  proposed  in  the  Notice  of  Proposed 
Rulemaking,  provided  that  the  abstract  be  "preferably  prior  to 
the  first  page  of  the  specification,"  and,  as  such,  merely 
expressed  the  Office's  preference  for  the  location  of  the 
abstract  as  prior  to  the  first  page  of  the  specification.  Never- 
theless, to  avoid  the  undesirable  result  of  requiring  an  applicant 
who  submitted  an  application  in  the  format  set  forth  in  §  1 .77 
to  renumber  the  specification  pages  for  filing  that  application 
in  the  EPO  or  under  the  PCT,  §  1.72  is  changed  to  state  that  the 
preferable  location  of  the  abstract  is  following  the  claims. 

Comment  (17):  One  comment  stated  that  requiring  that  the 
rarely  used  section  headings  (e.g.,  statement  regarding  feder- 
ally sponsored  research  and  development)  be  followed  by  the 
phrase  "not-applicable"  is  confusing. 

Response:  Section  1.77  is  permissive  rather  than  mandatory. 
As  such,  any  applicant  finding  the  format  suggested  therein  to 
be  confusing  is  at  liberty  to  simply  include  those  section 
headings  applicable  to  the  particular  application.  The  use  of 
each  section  heading,  even  when  the  section  is  "not-appli- 
cable," is  desirable  in  that  it  apprises  the  Office  that  the  section 
at  issue  has  been  considered  and  deemed  inapplicable.  Simply 
not  providing  a  section  heading  is  ambiguous  as  to  whether  the 
applicant  considers  the  section  inapplicable  or  has  not  consid- 
ered whether  the  section  is  applicable  to  the  application.  In 
addition,  the  use  of  such  section  headings  will  be  of  greater 
benefit  when  the  Office  implements  procedures  to  permit  the 
electronic  filing  of  patent  applications. 
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Comment  (18):  One  comment  stated  that  the  requirements  set 
forth  in  §  1.77  are  in  addition  to  those  required  by  the  PCX  The 
comment  argued  that  the  Office  cannot  require  international 
applications  entering  the  national  stage  under  35  U.S.C.  371  to 
comply  with  these  requirements. 

Response:  As  discussed  supra,  §  1.77  merely  expresses  the 
Office's  preference  for  the  arrangement  of  the  application 
elements.  The  Office  may  advise  an  applicant  that  the  appli- 
cation does  not  comply  with  the  format  set  forth  in  §  1.77,  and 
suggest  this  format  for  the  applicant's  consideration;  however, 
the  Office  will  not  require  any  application  to  comply  with  the 
format  set  forth  in  §  1.77.  Therefore,  there  is  no  conflict 
between  §  1.77  and  the  PCX 

Comment  (19):  One  comment  noted  that  §  1.154  and  §  1.163 
apply  to  design  and  plant  applications,  and,  as  such,  they  are 
not  in  conflict  with  PCT  Rules.  The  comment  suggested  that  it 
would,  however,  be  preferable  that  all  types  of  U.S.  applica- 
tions maintain  the  same  order  of  application  elements,  and  that 
this  order  be  the  order  set  forth  by  the  PCT  Rules. 

Response:  As  discussed  supra,  the  arrangement  of  the  ele- 
ments of  an  application  set  forth  in  §  1.77  is  not  mandatory, 
and,  as  such,  §  1.77  is  not  in  conflict  with  the  PCT  or  PCT 
Rules.  Section  1.77  merely  expresses  the  Office's  preference 
for  the  arrangement  of  the  elements  of  an  application.  The 
Office's  preference  for  the  format  of  design  applications  (  § 
1.154)  and  plant  applications  (  §  1.163)  is  the  same  as  the 
Office's  preference  for  utility  applications  (  §  1.77). 

Conmient  (20):  One  comment  stated  that  in  the  absence  of 
statutory  requirements  for  the  application  elements  proposed  in 
§  1.77,  §  1.154,  and  §  1.163,  the  rule  should  clearly  state  that 
these  application  elements  or  arrangements  are  preferred  but 
not  mandatory. 

Response:  Sections  §  1.77,  §  1.154,  and  §  1.163  employ  the 
phrase  "should"  rather  than  "must,"  which  is  the  language  of  a 
precatory  statement.  Therefore,  §  1.77,  §  1.154,  and  §  1.163 
currently  state  that  these  application  elements  or  arrangements 
are  preferred,  but  are  not  mandatory. 

Conmient  (21):  One  comment  questioned  whether  the  Appli- 
cation Transmittal  Form,  and  Fee  Transmittal  Form  set  forth  in 
§  1.77  should  be  numbered  pages  1  and  2  pursuant  to  §  1.52, 
and  further  questioned  where  the  drawings  and  oath  or 
declaration  are  to  be  numbered. 

Response:  Section  1.52  has  been  changed  to  provide  that  the 
pages  of  the  specification,  not  the  application,  should  be 
consecutively  numbered  beginning  with  page  1 .  The  Applica- 
tion Transmittal  Form,  and  Fee  Transmittal  Form  set  forth  in  § 
1 .77  are  not  part  of  the  specification.  As  such,  they  should  not 
be  numbered  as  pages  1  and  2,  respectively.  Likewise,  the 
drawings  and  oath  or  declaration  are  not  part  of  the  specifica- 
tion, and  need  not  be  numbered. 

Comment  (22):  One  comment  stated  that  the  failure  to  include 
the  phrase  "not  applicable"  by  all  of  the  application  elements 
not  required  by  statute  or  regulation  rendered  it  unclear  as  to 
whether  the  Office  would  object  to  the  lack  of  an  application 
element  for  which  the  phrase  "not  applicable"  is  not  included. 

Response:  The  Office  anticipates  that  an  applicant  choosing  to 
use  the  Transmittal  forms  provided  by  the  Office  will  arrange 
his  or  her  application  in  the  format  suggested  by  the  Office. 
The  patent  statutes  and  regulations  set  forth  the  requirements 
for  a  complete  application,  as  well  as  the  requirements  for 
obtaining  a  filing  date  in  an  application.  Applications  are 
examined  for  comphance  with  the  patent  statutes  and  regula- 
tions, not  for  consistency  with  any  particular  transmittal  form. 

Comment  (23):  One  comment  noted,  in  regard  to  §  1.84(c), 
that  the  drawings  of  an  international  application,  which  are 
often  used  for  processing  in  the  Office,  will  have  the  World 
Organization  (WO)  publication  number  and  International  Bu- 
reau (IB)  publication  date  on  the  top  of  the  drawing. 

Response:  The  WO  publication  number  and  IB  publication 
date  placed  on  the  top  of  the  drawing  of  an  international 
application  is  not  objectionable  under  §  1.84(c). 


Comment  (24):  One  comment  stated  that  the  scan  target  points 
conflict  with  PCT  Rule  1§  1.6(e).  As  such,  the  scan  target 
points  would  have  to  be  removed  from  apphcations  to  be  filed 
as  an  international  application.  The  comment  further  stated  that 
these  target  points  are  unnecessary  in  view  of  the  paper  size 
and  margin  requirements. 

Response:  Section  1.84(g)  states  that  drawings  "should,"  and 
not  "must,"  have  scan  target  points  printed  on  two  catercomer 
margin  comers.  Thus,  §  1.84(g)  merely  expresses  the  Office's 
preference  for  scan  target  points  on  the  drawings  for  filming 
and  printing  purposes,  which  are  considered  desirable  due  to 
the  different  sights  on  21.0  cm.  by  29.7  cm.  (DIN  size  A4)  and 
2§  1.6  cm.  by  27.9  cm.  (8  1/2  by  11  inch)  drawing  sheets.  An 
applicant  wishing  to  provide  scan  target  points  on  drawings 
that  will  later  be  filed  in  the  EPO  may  simply  copy  the 
drawings  to  be  filed  in  the  EPO,  place  the  scan  target  points 
only  on  the  Office  copy  of  the  drawings,  and  submit  the  copy 
of  the  drawings  containing  the  scan  target  points  to  the  Office. 
Likewise,  applicants  filing  drawings  that  were  previously  filed 
in  the  EPO  should  simply  add  scan  target  points  only  to  the 
copy  of  the  drawings  to  be  filed  in  the  Office.  Nevertheless,  as 
§  1.84(g)  merely  expresses  a  preference  for  scan  target  points 
for  Office  filming  and  printing  purposes,  an  applicant  intending 
to  later  file  the  application  in  the  EPO,  or  any  applicant,  is  at 
liberty  to  not  include  such  scan  target  points  on  the  drawings. 
The  Office  will  not  object  to  the  absence  of  scan  target  points 
on  any  drawings  filed  in  the  Office.  Therefore,  §  1.84(g)  does 
not  include  a  requirement  in  excess  of,  or  inconsistent,  with 
PCT  Rules. 

Comment  (25):  One  comment  stated  that  the  term  "catercor- 
ner"  is  slang,  and  suggested  that  it  be  replaced  in  §  1.84(g) 
with  a  phrase  such  as  "diagonally  opposite." 

Response:  The  term  "catercomer"  is  not  slang.  While  there  are 
a  number  of  acceptable  English  phrases  to  denote  diagonally 
opposite,  the  term  "catercomer"  was  selected  to  avoid  using  a 
multiple  word  phrase  where  a  single  word  will  suffice. 

Comment  (26):  One  comment  stated  that  the  language  pro- 
posed to  be  added  to  §  1.97  regarding  a  reexamination  or 
patent  owner  is  inconsistent  with  §  1.533  and  suggested  that  it 
be  deleted. 

Response:  The  suggestion  is  adopted. 

Comment  (27):  One  comment  stated  that  §  1.131  does  not 
specify  whether  the  phrase  "application"  includes  provisional 
applications.  The  comment  suggested  that  §  1.131  be  amended 
to  state  "unless  the  date  of  such  patent  or  publication  is  more 
than  one  year  prior  to  the  earliest  date  on  which  the  inventor's 
or  patent  owner's  application  or  provisional  application  from 
which  that  application  claims  priority  therefrom  was  filed  in 
this  country." 

Response:  The  proposed  change  to  §  1.131  is  not  adopted.  It 
is  well  established  that  the  filing  date  of  any  abandoned 
application  co-pending  with  and  referred  to  in  a  patent  is  the 
effective  date  of  the  patent  with  respect  to  the  common  subject 
matter  disclosed  in  the  patent  and  abandoned  application.  See 
In  re  Switzer,  166  F.2d  827,  77  USPQ  156  (CCPA  1948). 
Section  1.131  does  not  make  a  specific  reference  to  nonprovi- 
sional  applications  for  which  a  benefit  is  claimed  under  35 
U.S.C.  120;  however,  it  is  understood  that  the  effective  date  of 
any  patent  sought  to  be  antedated  pursuant  to  §  1.131  is  the 
earhest  filing  date  of  any  application  to  which  the  patent  is 
entitled  to  under  35  U.S.C.  120  with  respect  to  the  common 
subject  matter  disclosed  in  the  patent  and  the  application.  The 
provisions  of  title  35,  except  for  35  U.S.C.  115,  131,  135  and 
157,  apply  to  provisional  apphcations.  35  U.S.C.  111(b)(8).  It 
is  therefore  likewise  unnecessary  to  specifically  reference 
provisional  applications  in  §  1.131. 

Comment  (28):  Several  comments  objected  to  §  1.291  and  § 
1.292  as  pre-grant  opposition,  especially  in  view  of  the 
pre-grant  publication  of  pending  applications  that  would  be 
provided  for  in  H.R.  1733,  if  enacted,  and  the  expanded 
reexamination  that  would  be  provided  for  in  H.R.  1732,  if 
enacted.  The  comments  either  suggested  that  the  protest  and 
public  use  proceeding  provisions  of  §  1.291  and  §  1.292  be 
severely  limited  or  abolished. 
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Response:  The  changes  to  §  1.291  and  §  1.292  place  greater 
obligations  on  third  parties  seeking  to  use  these  sections.  As 
such,  this  rule  change  does  not  add  to  any  third  party's  ability 
to  participate  in  the  prosecution  of  a  pending  application. 
Nevertheless,  as  neither  H.R.  1732  nor  H.R.  1733  has  presently 
been  enacted,  analysis  of  whether  modification  of  §  1.291  and 
§  1.292  in  addition  to  that  proposed  in  the  Notice  of  Proposed 
Rulemaking  is  desirable  in  a  pre-grant  publication  or  expanded 
reexamination  system  is  held  in  abeyance  pending  enactment 
of  H.R.  1733  or  1732. 

Comment  (29):  One  comment  noted  that  any  standardization 
of  patent  applications  should  not  include  pre-printed  forms 
taking  eleven  hours  to  complete.  The  comment  further  sug- 
gested that  word-processor  versions  of  any  collection  of 
information,  rather  than  pre-printed  forms,  would  be  of  greater 
assistance  to  members  of  the  public. 

Response:  Initially,  the  Notice  of  Proposed  Rulemaking  indi- 
cated that  the  initial  patent  application  {e.g.,  the  specification, 
drawings,  as  well  as  the  standard  forms),  not  merely  the 
proposed  standardized  forms,  is  a  collection  of  information 
estimated  to  average  eleven  hours  to  complete.  The  Notice  of 
Proposed  Rulemaking  stated  that  the  public  reporting  burden 
for  these  collections  of  information  is  estimated  to  average:  (1) 
twelve  minutes  per  response  for  the  Fee  Transmittal  form,  (2) 
twelve  minutes  per  response  for  the  Utility  Patent  Application 
Transmittal  form,  (3)  twelve  minutes  per  response  for  the 
Design  Patent  Application  Transmittal  form,  (4)  twelve  min- 
utes per  response  for  the  Plant  Patent  Application  Transmittal 
form,  (5)  twelve  minutes  per  response  for  the  Plant  Color 
Coding  Sheet,  (6)  twenty-four  minutes  per  response  for  the 
Declaration  form,  and  (7)  twenty-four  minutes  per  response  for 
the  Plant  Patent  Application  Declaration.  Nevertheless,  the 
final  rules  do  not  require  the  use  of  any  standardized  form.  The 
Office  publishes  standardized  forms  only  as  an  aid  to  practi- 
tioners and  applicants. 

Comment  (30):  One  comment  questioned  whether  use  of  the 
standardized  versions  of  the  various  forms  would  be  required. 
Another  comment  stated  that  the  Office  has  no  authority  to 
require  the  use  of  the  published  forms  in  the  absence  of 
statutory  authority. 

Response:  Use  of  the  forms  included  for  comment  with  the 
Notice  of  Proposed  Rulemaking  is  not  mandatory.  That  is,  an 
applicant  need  not  use  the  standardized  versions  of  the  Fee 
Transmittal  form,  Utility  Patent  Application  Transmittal  form. 
Design  Patent  Apphcation  Transmittal  form,  Plant  Patent 
Application  Transmittal  form.  Plant  Color  Coding  Sheet, 
Declaration  form  and  Plant  Patent  Application  Declaration 
form,  and  need  not  use  any  fee  transmittal  form,  application 
transmittal  form,  or  plant  color  coding  sheet.  These  forms  were 
created  to  assist  applicants  in  filing  a  patent  application  and  to 
help  ensure  the  filing  of  a  complete  application  accompanied 
by  the  appropriate  fees,  thereby  avoiding  unnecessary  delays  in 
the  examination  of  the  application. 

Comment  (31):  One  comment  stated  that  the  Office  should  not 
require  the  use  of  mandated  forms,  and  if  the  Office  requires 
the  use  of  mandated  forms,  the  Office  should  revise  the  forms 
to  render  them  readily  reproducible  by  conventional  software, 
and  should  arrange  for  versions  of  these  forms  in  various 
formats  to  be  distributed  by  the  Internet,  bulletin  board,  or 
floppy  disk.  Another  comment  suggested  that  the  Office  should 
make  its  form  or  templates  available  for  electronic  copying. 

Response:  Copies  of  the  standard  forms  provided  by  the  Office 
may  be  obtained  by  contacting  the  Customer  Service  Center  of 
the  Office  of  Initial  Patent  Examination  at  (703)  308-1214. 
Also,  many  standardized  forms  have  been  loaded  on  the 
Office's  Internet  Website  and  may  be  electronically  copied  via 
the  Internet  through  anonymous  file  transfer  protocol  (ftp) 
(address:  ftp.uspto.gov).  Nevertheless,  use  of  the  forms  in- 
cluded for  comment  with  the  Notice  of  Proposed  Rulemaking 
is  not  mandatory. 

Comment  (32):  One  comment  questioned  why  there  is  a  box 
with  an  instruction  to  type  a  plus  sign  in  the  box  at  the  very  top 
of  the  standardized  forms. 

Response:  As  discussed  supra,  the  Office  plans  to  replace  or 
augment  the  current  microfilming  process  with  an  electronic 
data  base  which  captures  at  least  the  technical  content  of  the 


appUcation-as-filed  for  internal  Office  use.  Typing  a  plus  sign 
(+)  into  this  box  will  facilitate  the  image  scanner  in  aligning 
the  remaining  typing  on  the  form  during  the  scanning  process. 

Comment  (33):  One  comment  questioned:  (1)  why  the  appli- 
cation transmittal  forms  do  not  have  a  place  for  applicant  to 
indicate  the  type  of  new  utihty  apphcation  being  transmitted 
(e.g.,  a  provisional,  original,  continuation,  division,  continua- 
tion-in-part, reissue),  and  (2)  how  the  Office  official  will  obtain 
this  information  for  entry  in  the  official  use  "apphcation  type" 
box. 

Response:  The  Utihty  Patent  Application  Transmittal  form 
sets  forth  instructions  for  filing  utility  applications  under  §  1.53 
in  the  arrangement  set  forth  in  §  1.77.  All  non-reissue, 
nonprovisional  utihty  applications  {i.e.,  original,  continuation, 
divisional,  and  continuation-in-part  applications)  filed  under  § 
1.53  should  be  submitted  using  the  Utility  Patent  Application 
Transmittal  form.  The  Design  Patent  Application  Transmittal 
form  sets  forth  instructions  for  filing  design  apphcations  in  the 
arrangement  set  forth  in  §  1.154.  All  non-reissue  design 
apphcations  should  be  submitted  using  the  Design  Patent 
Application  Transmittal  form.  The  Plant  Patent  Application 
Transmittal  form  sets  forth  instructions  for  filing  plant  appli- 
cations in  the  arrangement  set  forth  in  §  1.163.  All  non-reissue, 
nonprovisional  plant  applications  should  be  submitted  using 
the  Plant  Patent  Application  Transmittal  form. 

A  Reissue  Patent  Application  Transmittal  form  is  also 
available,  and  all  apphcations  for  the  reissue  of  a  patent  should 
be  submitted  using  the  Reissue  Patent  Apphcation  Transmittal 
form.  The  cover  sheet  provided  for  in  §  1.53(b)(2)(i)  for  a 
provisional  application  functions  as  a  transmittal  sheet  for  a 
provisional  application.  As  such,  the  standardized  Provisional 
Application  Cover  Sheet  is  the  transmittal  form  for  a  provi- 
sional application.  The  provisional  application  cover  sheet  was 
published  in  the  rulemaking  entitled  "Changes  to  Implement 
20- Year  Patent  Term  and  Provisional  Applications,"  in  the 
Federal  Register  at  60  FR  20230-31  (April  25,  1995),  and  in 
the  Patent  and  Trademark  Office  Official  Gazette  at  1174  Off. 
Gaz.  Pat  Office  45-46  (May  2,  1995). 

To  provide  a  place  on  the  Application  Transmittal  form  for 
claims  under  35  U.S.C.  119,  120,  or  121  would  require  the  use 
of  an  unacceptably  smaller  font  on  the  Application  Transmittal 
form.  The  Declaration  forms  provide  a  place  for  stating  claims 
under  35  U.S.C.  119,  120  or  121.  The  inclusion  on  filing  of  an 
executed  or  unexecuted  Declaration  form  containing  this 
information  would  assist  the  Office  in  ascertaining  whether  the 
application  is  an  original,  continuation,  divisional,  or  continu- 
ation-in-part application.  In  addition,  in  the  event  that  H.R. 
1733  is  enacted,  and  the  proposed  changes  to  §  1.55(a)  and  § 
1.78(a)(2)  are  adopted  substantially  as  proposed,  the  routine 
inclusion  of  claims  for  priority  under  35  U.S.C.  119,  120,  or 
121  in  an  executed  or  unexecuted  declaration  form  accompa- 
nying the  application  papers  would  be  an  excellent  mechanism 
for  avoiding  an  inadvertent  failure  to  timely  submit  a  claim  for 
priority  under  35  U.S.C.  119,  120,  or  121. 

Comment  (34):  One  comment  noted  that  the  heading  "DEC- 
LARATION" does  not  state  the  types  of  apphcations  with 
which  the  declaration  form  could  be  used.  The  comment 
questioned  whether  it  is  intended  to  be  used  with  any  type  of 
nonprovisional  application  except  plant  applications  for  which 
a  separate  form  is  proposed. 

Response:  The  declaration  form  containing  the  heading 
"DECLARATION"  is  intended  to  be  used  with  any  type  of 
nonprovisional  application  except  plant  applications,  for  which 
a  separate  Plant  Declaration  form  is  provided. 

Comment  (35):  One  comment  suggested  that  in  the  foreign 
priority  claim  section  of  the  Declaration  form,  the  last  hne,  the 
phrase  "having  a  filing  date  before  that  of  the  application  on 
which  priority  is  claimed"  should  be  changed  to  "for  which 
priority  is  not  claimed,"  to  cover  those  foreign  applications 
which  have  a  filing  date  after  that  of  the  apphcation  on  which 
priority  is  claimed  and  the  benefit  of  which  applicant  does  not 
want  to  claim.  The  comment  also  indicated  that,  frequently,  an 
apphcation  is  filed  after  the  Convention  Year. 

Response:  The  suggestion  is  not  adopted.  Section  1.63(c) 
requires  that  an  oath  or  declaration  in  any  application  in  which 
a  claim  for  priority  is  made  pursuant  to  §  1.55  identify  . . .  "any 
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foreign  application  having  a  filing  date  before  that  of  the 
application  on  which  priority  is  claimed,  by  specifying  the 
application  number,  country,  day,  month,  and  year  of  its  filing." 
Thus,  the  language  in  the  Declaration  form  aids  applicants  in 
submitting  a  declaration  in  comphance  with  §  1.63(c).  Any 
foreign  application  having  a  filing  date  before  that  of  the 
application  on  which  priority  is  claimed  is,  by  definition,  a 
foreign  appUcation  for  which  priority  is  not  claimed. 

Comment  (36):  One  comment  suggested  that  in  the  foreign 
priority  claim  section,  the  right  hand  columns,  the  heading 
should  be  corrected  to  "Certified  Copy  Attached"  since  the 
Office  does  not  routinely  want  uncertified  copies. 

Response:  The  suggestion  is  adopted.  The  Declaration  form 
has  been  modified  accordingly. 

Conunent  (37):  One  comment  noted  that  the  Fee  Calculation 
and  Application  Transmittal  are  currently  on  a  single  sheet/ 
form,  where  the  proposed  forms  provide  a  separate  sheet/form 
for  each.  The  comment  also  noted  that  the  current  Declaration 
form  is  a  single  sheet,  where  the  proposed  Declaration  form 
contains  multiple  sheets. 

Response:  The  Office  currently  receives  application  transmit- 
tals, fee  calculations/transmittals  and  declarations  in  a  variety 
of  forms  and  in  a  multitude  of  formats.  The  proposed  forms 
were  developed  as  a  result  of  an  analysis  of  the  current 
practices  and  requirements  of  applicants,  as  well  as  the  Office's 
plans  to  scan  application  data  from  these  forms  into  an 
electronic  data  base.  The  Fee  Transmittal  form  was  created  to 
aid  applicants  in  submitting  the  fees  due  on  filing  a  new  patent 
application,  as  well  as  the  fees  that  may  be  due  throughout  the 
prosecution  of  the  application.  The  Application  Transmittal 
serves  to  both  aid  applicants  in  filing  a  complete  apphcation, 
and  simpUfy  the  pre-examination  processing  of  the  application. 
To  permit  the  inclusion  of  additional  fee  calculation  and 
apphcation  transmittal  information  on  the  standardized  forms, 
and  to  provide  a  Fee  Transmittal  form  for  use  throughout  the 
prosecution  of  the  application,  a  separate  Fee  Transmittal  form 
and  Apphcation  Transmittal  form  were  developed.  A  multi- 
page  Declaration  form  is  necessary  to  accommodate  the 
Office's  plans  to  scan  application  data  from  this  Declaration 
form  into  an  electronic  data  base. 

Comment  (38):  One  conmient  indicated  that  the  meaning  or 
purpose  of  "suffix"  in  the  inventor  signature  block  is  unclear, 
and  requested  an  explanation  as  to  whether  it  refers  to  "Jr."  or 
"II,"  or  whether  it  is  a  place  to  put  the  mother's  name  for  those 
inventors  whose  family  name  is  followed  by  their  mother's 
name. 

Response:  The  field  on  the  Declaration  form  labeled  (inventor) 
"suffix"  is  intended  to  provide  the  apphcant  with  an  option  to 
indicate  family  position  relative  to  age.  Examples  of  an 
inventor's  suffix  are:  Jr.,  Sr.,  and  III.  This  information  is 
tracked  by  the  Office  and  is  necessary  to  print  patents  which 
accurately  reflect  bibliographic  information  about  the  inventor. 
The  use  of  this  field  and  the  data  expected  will  be  clarified  and 
specified  in  the  form  instructions. 

Comment  (39):  One  comment  questioned  the  meaning  or 
purpose  of  "Apphcant  Authority"  in  the  last  line  of  the 
inventor  data  block. 

Response:  The  phrase  "Applicant  Authority"  indicates  the 
authority  that  the  applicant  has  in  executing  the  application 
(e.g.,  inventor,  executor  (  §  1.42),  assignee  (  §  1.47(b)).  This 
field  is  an  optional  field  for  the  applicant  to  complete.  The 
electronic  versions  of  the  proposed  standard  declaration  forms 
would  provide  the  applicant  with  directions  and  a  list  of  valid 
codes  that  correspond  with  a  specific  identification  of  the 
authority  the  applicant  retains  {e.g.,  the  Authority  Code  for  an 
executor  will  be  "04"). 

Comment  (40):  One  comment  stated  that  due  to  the  spacing 
and  small  fonts  on  the  fee  transmittal  form,  this  sheet  cannot  be 
used  with  a  conventional  word  processor. 

Response:  To  accommodate  all  the  fee  descriptions  on  a 
one-page  fee  transmittal  it  was  necessary  to  use  smaller  fonts 
in  the  form's  design.  These  fonts  are  available  in  Word  and 
WordPerfect.  An  electronic  version  of  the  fee  transmittal  will 
be  available  from  the  Office  soon. 


Comment  (41):  One  comment  stated  that  the  "one  form  fits 
all"  mentality  of  the  fee  transmittal  form  should  be  reconsid- 
ered since  certain  fees  are  submitted  only  once  during  the 
prosecution  of  an  application. 

Response:  The  proposed  standard  one-page  fee  form  is  pri- 
marily to  facilitate  and  simplify  the  fee  payment  process.  The 
one-page  fee  transmittal  is  intended  to  aid  applicants  in 
providing  complete  fee  information  to  the  Office  for  each 
application  and  paper  submission.  This  will  enable  the  Office 
to  more  efficiently  process  and  record  fee  payments,  which  will 
avoid  delays  in  the  prosecution  of  an  application. 

Other  Considerations 

This  final  rule  change  is  in  conformity  with  the  requirements 
of  the  Regulatory  Flexibility  Act  (5  U.S.C.  601  et  seq.). 
Executive  Order  12612,  and  the  Paperwork  Reduction  Act  of 
1995,  44  U.S.C.  3501  et  seq.  It  has  been  determined  that  this 
final  rule  is  not  significant  for  the  purposes  of  Executive  Order 
12866. 

The  Assistant  General  Counsel  for  Legislation  and  Regula- 
tion of  the  Department  of  Commerce  has  certified  to  the  Chief 
Counsel  for  Advocacy,  Small  Business  Administration,  that 
this  rule  change  will  not  have  a  significant  economic  impact  on 
a  substantial  number  of  small  entities  (Regulatory  Flexibility 
Act,  5  U.S.C.  605(b)).  The  principal  effect  of  this  rule  change 
is  to  simplify  and  clarify  the  rules  governing  the  form  of  patent 
application  papers. 

The  Office  has  also  determined  that  this  notice  has  no 
Federalism  implications  affecting  the  relationship  between  the 
National  Government  and  the  States  as  outlined  in  Executive 
Order  12612. 

Notwithstanding  any  other  provision  of  law,  no  person  is 
required  to  respond  to  nor  shall  any  person  be  subject  to  a 
penalty  for  failure  to  comply  with  a  collection  of  information 
subject  to  the  requirements  of  the  Paperwork  Reduction  Act 
unless  that  collection  of  information  displays  a  currently  valid 
OMB  control  number. 

This  final  rule  package  contains  a  collection  of  information 
subject  to  the  Paperwork  Reduction  Act  of  1995,  44  U.S.C. 
3501  et  seq.  This  collection  of  information  is  currently 
approved  by  the  Office  of  Management  and  Budget  under 
Control  No.  0651-0032.  This  collection  of  information  in- 
cludes the  initial  patent  application  filing,  the  Fee  Transmittal 
form,  the  Utihty  Patent  Application  Transmittal  form,  the 
Design  Patent  Application  Transmittal  form,  the  Plant  Patent 
Application  Transmittal  form,  the  Plant  Color  Coding  Sheet, 
the  Declaration  form,  and  the  Plant  Patent  Application  Decla- 
ration form.  The  above-mentioned  forms  will  reduce  the 
burden  and  uncertainty  associated  with  the  submission  of  an 
application  and  related  information,  and  enhance  the  Office's 
ability  to  use  standardized  automation  techniques  (optical 
character  recognition,  etc.)  to  record  and  process  information 
concerning  applications.  The  pubhc  reporting  burden  for  these 
collections  of  information  is  estimated  to  average:  (l)  ten 
hours  per  response  for  the  specification  and  drawings  of  an 
application,  (2)  twelve  minutes  per  response  for  the  Fee 
Transmittal  form,  (3)  twelve  minutes  per  response  for  the 
Utility  Patent  Application  Transmittal  form,  (4)  twelve  minutes 
per  response  for  the  Design  Patent  Application  Transmittal 
form,  (5)  twelve  minutes  per  response  for  the  Plant  Patent 
Application  Transmittal  form,  (6)  twelve  minutes  per  response 
for  the  Plant  Color  Coding  Sheet,  (7)  twenty-four  minutes  per 
response  for  the  Declaration  form,  and  (8)  twenty-four  minutes 
per  response  for  the  Plant  Patent  Application  Declaration. 
These  estimates  include  the  time  for  reviewing  instructions, 
searching  existing  data  sources,  gathering  and  maintaining  the 
data  needed,  and  completing  and  reviewing  the  collections  of 
information. 

Send  comments  regarding  this  burden  estimate  or  any  other 
aspect  of  this  collection  of  information,  including  suggestions 
for  reducing  this  burden  to  the  Office  of  System  Quality  and 
Enhancement,  Data  Administration  Division,  Patent  and 
Trademark  Office,  Washington,  D.C.  20231,  and  to  the  Office 
of  Information  and  Regulatory  Affairs,  Office  of  Management 
and  Budget,  Washington,  D.C.  20503  (ATTN:  Paperwork 
Reduction  Act  Project  0651-0032). 
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List  of  Subjects 

37  CFR  Part  1 

Administrative  practice  and  procedure,  Courts,  Freedom  of 
Information,  Inventions  and  patents.  Reporting  and  record 
keeping  requirements,  Small  Businesses. 

For  the  reasons  set  forth  in  the  preamble,  37  CFR  Part  1  is 
amended  as  follows: 

PART  1  -  Rules  of  Practice  in  Patent  Cases 

1.  The  authority  citation  for  37  CFR  Part  1  continues  to  read 
as  follows: 

Authority:  35  U.S.C.  6,  unless  otherwise  noted. 

2.  Section  1 .5  is  amended  by  adding  paragraph  (f)  to  read  as 
follows: 

§  1.5  Identification  of  application,  patent  or  registration. 

(f)  When  a  paper  concerns  a  provisional  application,  it 
should  identify  the  application  as  such  and  include  the  appli- 
cation number. 

3.  Section  1.12  is  amended  by  revising  paragraph  (c)  to  read 
as  follows: 

§  1.12  Assignment  records  open  to  public  inspection. 

(c)  Any  request  by  a  member  of  the  public  seeking  copies  of 
any  assignment  records  of  any  pending  or  abandoned  patent 
application  preserved  in  confidence  under  §  1.14,  or  any 
information  with  respect  thereto,  must: 

(1)  Be  in  the  form  of  a  petition  accompanied  by  the  petition 
fee  set  forth  in  §  1.17(i);  or 

(2)  Include  written  authority  granting  access  to  the  member 
of  the  public  to  the  particular  assignment  records  from  the 
applicant  or  applicant's  assignee  or  attorney  or  agent  of  record. 

4.  Section  1.14  is  amended  by  revising  the  section  heading 
and  paragraphs  (a),  (b),  and  (e)  to  read  as  follows: 

§  1.14  Patent  applications  preserved  in  confidence. 

(a)(1)  Patent  applications  are  generally  preserved  in  confi- 
dence pursuant  to  35  U.S.C.  122.  No  information  will  be  given 
concerning  the  filing,  pendency,  or  subject  matter  of  any 
application  for  patent,  and  no  access  will  be  given  to,  or  copies 
furnished  of,  any  application  or  papers  relating  thereto,  except 
as  set  forth  below. 

(2)  Status  information,  which  includes  information  such  as 
whether  the  application  is  pending,  abandoned,  or  patented,  as 
well  as  the  application  number  and  filing  date,  may  be 
supplied: 

(i)  Concerning  an  application  or  any  application  claiming 
the  benefit  of  the  filing  date  of  the  application,  if  the  applica- 
tion has  been  identified  by  application  number  or  serial  number 
and  filing  date  in  a  published  patent  document, 

(ii)  Concerning  the  national  stage  application  or  any  appli- 
cation claiming  the  benefit  of  the  filing  date  of  a  published 
international  application,  if  the  United  States  of  America  has 
been  indicated  as  a  Designated  State  in  the  international 
application,  or 

(iii)  When  it  has  been  determined  by  the  Commissioner  to  be 
necessary  for  the  proper  conduct  of  business  before  the  Office. 


(3)  Access  to,  or  copies  of,  an  application  may  be  provided: 

(i)  When  the  application  is  open  to  the  public  as  provided  in 
§  1.11(b), 

(ii)  When  written  authority  in  that  application  from  the 
applicant,  the  assignee  of  the  application,  or  the  attorney  or 
agent  of  record  has  been  granted, 

(iii)  When  it  has  been  determined  by  the  Commissioner  to  be 
necessary  for  the  proper  conduct  of  business  before  the  Office, 
or 

(iv)  To  any  person  on  written  request,  without  notice  to  the 
applicant,  when  the  application  is  abandoned  and  available  and 
is: 

(A)  Referred  to  in  a  U.S.  patent, 

(B)  Referred  to  in  an  application  open  to  public  inspection, 

(C)  An  application  which  claims  the  benefit  of  the  fifing  date 
of  an  application  open  to  public  inspection,  or 

(D)  An  application  in  which  the  applicant  has  filed  an 
authorization  to  lay  open  the  complete  appUcation  to  the 
public. 

(b)  Complete  applications  (  §  1.51(a))  which  are  abandoned 
may  be  destroyed  and  hence  may  not  be  available  for  access  or 
copies  as  permitted  by  paragraph  (a)(3)(iv)  of  this  section  after 
20  years  from  their  filing  date,  except  those  to  which  particular 
attention  has  been  called  and  which  have  been  marked  for 
preservation. 


(e)  Any  request  by  a  member  of  the  public  seeking  access  to, 
or  copies  of,  any  pending  or  abandoned  application  preserved 
in  confidence  pursuant  to  paragraph  (a)  of  this  section,  or  any 
papers  relating  thereto,  must: 

(1)  Be  in  the  form  of  a  petition  and  be  accompanied  by  the 
petition  fee  set  forth  in  §  1.17(i);  or 

(2)  Include  written  authority  granting  access  to  the  member 
of  the  public  in  that  particular  application  from  the  applicant  or 
the  applicant's  assignee  or  attorney  or  agent  of  record. 

5.  Section  1.52  is  amended  by  revising  paragraphs  (a)  and 
(b)  to  read  as  follows: 

§  1.52  Language,  paper,  writing,  margins. 

(a)  The  application,  any  amendments  or  corrections  thereto, 
and  the  oath  or  declaration  must  be  in  the  English  language 
except  as  provided  for  in  §  1.69  and  paragraph  (d)  of  this 
section,  or  be  accompanied  by  a  verified  translation  of  the 
appUcation  and  a  translation  of  any  corrections  or  amendments 
into  the  EngUsh  language.  All  papers  which  are  to  become  a 
part  of  the  permanent  records  of  the  Patent  and  Trademark 
Office  must  be  legibly  written  either  by  a  typewriter  or 
mechanical  printer  in  permanent  dark  ink  or  its  equivalent  in 
portrait  orientation  on  flexible,  strong,  smooth,  non-shiny, 
durable,  and  white  paper.  All  of  the  application  papers  must  be 
presented  in  a  form  having  sufficient  clarity  and  contrast 
between  the  paper  and  the  writing  thereon  to  permit  the  direct 
reproduction  of  readily  legible  copies  in  any  number  by  use  of 
photographic,  electrostatic,  photo-offset,  and  microfilming  pro- 
cesses and  electronic  reproduction  by  use  of  digital  imaging 
and  optical  character  recognition.  If  the  papers  are  not  of  the 
required  quality,  substitute  typewritten  or  mechanically  printed 
papers  of  suitable  quality  will  be  required.  See  §  1.125  for 
filing  substitute  typewritten  or  mechanically  printed  papers 
constituting  a  substitute  specification  when  required  by  the 
Office. 

(b)  Except  for  drawings,  the  application  papers  (specifica- 
tion, including  claims,  abstract,  oath  or  declaration,  and  papers 
as  provided  for  in  §  1.42,  §  1.43,  §  1.47,  etc.)  and  also  papers 
subsequently  filed,  must  have  each  page  plainly  written  on 
only  one  side  of  a  sheet  of  paper,  with  the  claim  or  claims 
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commencing  on  a  separate  sheet  and  the  abstract  commencing 
on  a  separate  sheet. See  §  1.72(b)  and  §  1.75(h).  The  sheets  of 
paper  must  be  the  same  size  and  either  21.0  cm.  by  29.7  cm. 
(DIN  size  A4)  or  2§  1.6  cm.  by  27.9  cm.  (8  1/2  by  11  inches). 
Each  sheet  must  include  a  top  margin  of  at  least  2.0  cm.  (3/4 
inch),  a  left  side  margin  of  at  least  2.5  cm.  (1  inch),  a  right  side 
margin  of  at  least  2.0  cm.  (3/4  inch),  and  a  bottom  margin  of 
at  least  2.0  cm.  (3/4  inch),  and  no  holes  should  be  made  in  the 
sheets  as  submitted.  The  lines  of  the  specification,  and  any 
amendments  to  the  specification,  must  be  1  1/2  or  double 
spaced.  The  pages  of  the  specification  including  claims  and 
abstract  must  be  numbered  consecutively,  starting  with  1,  the 
numbers  being  centrally  located  above  or  preferably,  below, 
the  text.  See  §  1.84  for  drawings. 

6.  Section  1.54  is  amended  by  revising  paragraph  (b)  to  read 
as  follows: 

§  1.54  Parts  of  application  to  be  filed  together;  filing 
receipt. 

(b)  Applicant  will  be  informed  of  the  application  number 
and  filing  date  by  a  filing  receipt. 

7.  Section  1.58  is  amended  by  removing  and  reserving 
paragraph  (b)  and  revising  the  section  heading  and  paragraph 
(c)  to  read  as  follows: 

§  1.58  Chemical  and  mathematical  formulae  and  tables. 

(b)  [Reserved] 

(c)  Chemical  and  mathematical  formulae  and  tables  must  be 
presented  in  compliance  with  §  1.52(a)  and  (b),  except  that 
chemical  and  mathematical  formulae  or  tables  may  be  placed 
in  a  landscape  orientation  if  they  cannot  be  presented  satisfac- 
torily in  a  portrait  orientation.  Typewritten  characters  used  in 
such  formulae  and  tables  must  be  chosen  from  a  block 
(nonscript)  type  font  or  lettering  style  having  capital  letters 
which  are  at  least  0.21  cm.  (0.08  inch)  high  {e.g.,  elite  type).  A 
space  at  least  0.64  cm.  (1/4  inch)  high  should  be  provided 
between  complex  formulae  and  tables  and  the  text.  Tables 
should  have  the  lines  and  columns  of  data  closely  spaced  to 
conserve  space,  consistent  with  a  high  degree  of  legibility. 

8.  Section  1.62  is  amended  by  revising  paragraphs  (e)  and 
(f)  to  read  as  follows: 

§  1.62  File  wrapper  continuing  procedure. 

(e)  An  application  filed  under  this  section  will  utilize  the  file 
wrapper  and  contents  of  the  prior  application  to  constitute  the 
new  continuation,  continuation-in-part,  or  divisional  appUca- 
tion  but  will  be  assigned  a  new  application  number.  Changes  to 
the  prior  application  must  be  made  in  the  form  of  an  amend- 
ment to  the  prior  application  as  it  exists  at  the  time  of  fifing  the 
application  under  this  section.  No  copy  of  the  prior  application 
or  new  specification  is  required.  The  filing  of  such  a  copy  or 
specification  will  be  considered  improper,  and  a  filing  date  as 
of  the  date  of  deposit  of  the  request  for  an  application  under 
this  section  will  not  be  granted  to  the  application  unless  a 
petition  with  the  fee  set  forth  in  §  1.17(i)  is  filed  with 
instructions  to  cancel  the  copy  or  specification. 

(f)  The  filing  of  an  application  under  this  section  will  be 
construed  to  include  a  waiver  of  confidence  by  the  applicant 
under  35  U.S.C.  122  to  the  extent  that  any  member  of  the 
public  who  is  entitled  under  the  provisions  of  §  1.14  to  access 
to,  or  information  concerning  either  the  prior  apphcation  or 
any  continuing  application  filed  under  the  provisions  of  this 
section  may  be  given  similar  access  to,  or  similar  information 
concerning,  the  other  application(s)  in  the  file  wrapper. 
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9.  Section  1.72  is  amended  by  revising  paragraph  (b)  to  read 
as  follows: 

§  1.72  Title  and  abstract. 

(b)  A  brief  abstract  of  the  technical  disclosure  in  the 
specification  must  commence  on  a  separate  sheet,  preferably 
following  the  claims,  under  the  heading  "Abstract  of  the 
Disclosure."  The  purpose  of  the  abstract  is  to  enable  the  Patent 
and  Trademark  Office  and  the  public  generally  to  determine 
quickly  from  a  cursory  inspection  the  nature  and  gist  of  the 
technical  disclosure.  The  abstract  shall  not  be  used  for  inter- 
preting the  scope  of  the  claims. 

10.  Section  1.75  is  amended  by  revising  paragraph  (g)  and 
adding  paragraphs  (h)  and  (i)  to  read  as  follows: 

§  1.75  Claim(s). 

(g)  The  least  restrictive  claim  should  be  presented  as  claim 
number  1 ,  and  all  dependent  claims  should  be  grouped  together 
with  the  claim  or  claims  to  which  they  refer  to  the  extent 
practicable. 

(h)  The  claim  or  claims  must  commence  on  a  separate  sheet. 

(i)  Where  a  claim  sets  forth  a  plurality  of  elements  or  steps, 
each  element  or  step  of  the  claim  should  be  separated  by  a  line 
indentation. 

11.  Section  1.77  is  revised  to  read  as  follows: 
§  1.77  Arrangement  of  application  elements. 

(a)  The  elements  of  the  application,  if  applicable,  should 
appear  in  the  following  order: 

(1)  Utility  Application  Transmittal  Form. 

(2)  Fee  Transmittal  Form. 

(3)  Title  of  the  invention;  or  an  introductory  portion  stating 
the  name,  citizenship,  and  residence  of  the  applicant,  and  the 
title  of  the  invention. 

(4)  Cross-reference  to  related  applications. 

(5)  Statement  regarding  federally  sponsored  research  or 
development. 

(6)  Reference  to  a  "Microfiche  appendix."  (See  §  1.96  (c)). 
The  total  number  of  microfiche  and  total  number  of  frames 
should  be  specified. 

(7)  Background  of  the  invention. 

(8)  Brief  summary  of  the  invention. 

(9)  Brief  description  of  the  several  views  of  the  drawing. 

(10)  Detailed  description  of  the  invention. 

(11)  Claim  or  claims. 

(12)  Abstract  of  the  Disclosure. 

(13)  Drawings. 

(14)  Executed  oath  or  declaration. 

(15)  Sequence  Listing  (See  §  1.821  et.  seq.). 

(b)  The  elements  set  forth  in  paragraphs  (a)(3)  through 
(a)(5),  (a)(7)  through  (a)(12)  and  (a)(15)  of  this  section  should 
appear  in  upper  case,  without  underlining  or  bold  type,  as 
section  headings.  If  no  text  follows  the  section  heading,  the 
phrase  "Not  Apphcable"  should  follow  the  section  heading. 

12.  Section  1.78  is  amended  by  removing  paragraph  (d)  and 
revising  paragraphs  (a)(2)  and  (c)  to  read  as  follows: 
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§  1.78  Claiming  benefit  of  earlier  filing  date  and  cross 
references  to  other  applications. 


(a) 


(2)  Any  nonpro visional  application  claiming  the  benefit  of 
one  or  more  prior  filed  copending  nonprovisional  applications 
or  international  applications  designating  the  United  States  of 
America  must  contain  or  be  amended  to  contain  in  the  first 
sentence  of  the  specification  following  the  title  a  reference  to 
each  such  prior  application,  identifying  it  by  application 
number  (consisting  of  the  series  code  and  serial  number)  or 
international  application  number  and  international  filing  date 
and  indicating  the  relationship  of  the  applications.  Cross- 
references  to  other  related  applications  may  be  made  when 
appropriate.  (See  §  1.14(a)). 


(c)  Where  an  application  or  a  patent  under  reexamination 
and  at  least  one  other  application  naming  different  inventors 
are  owned  by  the  same  party  and  contain  conflicting  claims, 
and  there  is  no  statement  of  record  indicating  that  the  claimed 
inventions  were  commonly  owned  or  subject  to  an  obhgation 
of  assignment  to  the  same  person  at  the  time  the  later  invention 
was  made,  the  assignee  may  be  called  upon  to  state  whether  the 
claimed  inventions  were  commonly  owned  or  subject  to  an 
obhgation  of  assignment  to  the  same  person  at  the  time  the 
later  invention  was  made,  and  if  not,  indicate  which  named 
inventor  is  the  prior  inventor. 

13.  Section  1.84  is  amended  by  revising  paragraphs  (c), 
(f)-(g),  and  (x)  to  read  as  follows: 

§  1.84  Standards  for  drawings. 

(c)  Identification  of  drawings.  Identifying  indicia,  if  pro- 
vided, should  include  the  application  number  or  the  title  of  the 
invention,  inventor's  name,  docket  number  (if  any),  and  the 
name  and  telephone  number  of  a  person  to  call  if  the  Office  is 
unable  to  match  the  drawings  to  the  proper  application.  This 
information  should  be  placed  on  the  back  of  each  sheet  of 
drawings  a  minimum  distance  of  1.5  cm.  (5/8  inch)  down  from 
the  top  of  the  page.  In  addition,  a  reference  to  the  application 
number,  or,  if  an  application  number  has  not  been  assigned,  the 
inventor's  name,  may  be  included  in  the  left-hand  comer, 
provided  that  the  reference  appears  within  1.5  cm.  (9/16  inch) 
from  the  top  of  the  sheet. 

(f)  Size  of  paper.  All  drawing  sheets  in  an  application  must 
be  the  same  size.  One  of  the  shorter  sides  of  the  sheet  is 
regarded  as  its  top.  The  size  of  the  sheets  on  which  drawings 
are  made  must  be: 

(1)  21.0  cm.  by  29.7  cm.  (DIN  size  A4),  or 

(2)  21.6  cm.  by  27.9  cm.  (8  1/2  by  11  inches). 

(g)  Margins.  The  sheets  must  not  contain  frames  around  the 
sight;  i.e.,  the  usable  surface,  but  should  have  scan  target 
points,  i.e.,  cross-hairs,  printed  on  two  catercomer  margin 
comers.  Each  sheet  must  include  a  top  margin  of  at  least  2.5 
cm.  (1  inch),  a  left  side  margin  of  at  least  2.5  cm.  (1  inch),  a 
right  side  margin  of  at  least  1.5  cm.  (9/16  inch),  and  a  bottom 
margin  of  at  least  1 .0  cm.  (3/8  inch),  thereby  leaving  a  sight  no 
greater  than  17.0  cm.  by  26.2  cm.  on  21.0  cm.  by  29.7  cm. 
(DIN  size  A4)  drawing  sheets,  and  a  sight  no  greater  than  17.6 
cm.  by  24.4  cm.  (6  15/16  by  9  5/8  inches)  on  21.6  cm.  by  27.9 
cm.  (8  1/2  by  11  inch)  drawing  sheets. 

(x)  Holes.  No  holes  should  be  made  by  applicant  in  the 
drawing  sheets. 

(See  §  1.152  for  design  drawings,  §  1.165  for  plant  draw- 
ings, and  §  1.174  for  reissue  drawings.) 

14.  Section  1.96  is  revised  to  read  as  follows: 


§  1.96  Submission  of  computer  program  listings. 

(a)  General.  Descriptions  of  the  operation  and  general 
content  of  computer  program  listings  should  appear  in  the 
description  portion  of  the  specification.  A  computer  program 
listing  for  the  purpose  of  this  section  is  defined  as  a  printout 
that  lists  in  appropriate  sequence  the  instmctions,  routines,  and 
other  contents  of  a  program  for  a  computer.  The  program 
listing  may  be  either  in  machine  or  machine-independent 
(object  or  source)  language  which  will  cause  a  computer  to 
perform  a  desired  procedure  or  task  such  as  solve  a  problem, 
regulate  the  flow  of  work  in  a  computer,  or  control  or  monitor 
events.  Computer  program  listings  may  be  submitted  in  patent 
applications  as  set  forth  in  paragraphs  (b)  and  (c)  of  this 
section. 

(b)  Material  which  will  be  printed  in  the  patent.  If  the 
computer  program  fisting  is  contained  on  ten  printout  pages  or 
less,  it  must  be  submitted  either  as  drawings  or  as  part  of  the 
specification. 

(1)  Drawings.  If  the  listing  is  submitted  as  drawings,  it  must 
be  submitted  in  the  manner  and  complying  with  the  require- 
ments for  drawings  as  provided  in  §  1.84.  At  least  one  figure 
numeral  is  required  on  each  sheet  of  drawing. 

(2)  Specification. 

(i)  If  the  listing  is  submitted  as  part  of  the  specification,  it 
must  be  submitted  in  accordance  with  the  provisions  of  §  1.52, 
at  the  end  of  the  description  but  before  the  claims. 

(ii)  Any  listing  submitted  as  part  of  the  specification  must  be 
direct  printouts  {i.e.,  not  copies)  from  the  computer's  printer 
with  dark  solid  black  letters  not  less  than  0.21  cm.  high,  on 
white,  unshaded  and  unhned  paper,  and  the  sheets  should  be 
submitted  in  a  protective  cover.  Any  amendments  must  be 
made  by  way  of  submission  of  substitute  sheets. 

(c)  As  an  appendix  which  will  not  be  printed.  If  a  computer 
program  listing  printout  is  eleven  or  more  pages  long,  appli- 
cants must  submit  such  listing  in  the  form  of  microfiche, 
referred  to  in  the  specification  (see  §  1.77(a)(6)).  Such  micro- 
fiche filed  with  a  patent  application  is  to  be  referred  to  as  a 
"microfiche  appendix."  The  "microfiche  appendix"  will  not  be 
part  of  the  printed  patent.  Reference  in  the  application  to  the 
"microfiche  appendix"  must  be  made  at  the  beginning  of  the 
specification  at  the  location  indicated  in  §  1.77(a)(6).  Any 
amendments  thereto  must  be  made  by  way  of  revised  micro- 
fiche. 

i\)  Availability  of  appendix.  Such  computer  program  listings 
on  microfiche  will  be  available  to  the  public  for  inspection,  and 
microfiche  copies  thereof  will  be  available  for  purchase  with 
the  file  wrapper  and  contents,  after  a  patent  based  on  such 
application  is  granted  or  the  application  is  otherwise  made 
publicly  available. 

(2)  Submission  requirements.  Except  as  modified  or  clarified 
in  this  paragraph  (c)(2),  computer-generated  information  sub- 
mitted as  a  "microfiche  appendix"  to  an  application  shall  be  in 
accordance  with  the  standards  set  forth  in  36  CFR  Part  1230 
(Micrographics). 

(i)  Film  submitted  shall  be  a  first  generation  (camera  film) 
negative  appearing  microfiche  (with  emulsion  on  the  back  side 
of  the  film  when  viewed  with  the  images  right-reading). 

(ii)  Reduction  ratio  of  microfiche  submitted  should  be  24: 1 
or  a  similar  ratio  where  variation  from  said  ratio  is  required  in 
order  to  fit  the  documents  into  the  image  area  of  the  microfiche 
format  used. 

(iii)  At  least  the  left-most  third  (50  mm.  x  12  mm.)  of  the 
header  or  title  area  of  each  microfiche  submitted  shall  be  clear 
or  positive  appearing  so  that  the  Patent  and  Trademark  Office 
can  apply  an  application  number  and  filing  date  thereto  in  an 
eye-readable  form.  The  middle  portion  of  the  header  shall  be 
used  by  applicant  to  apply  an  eye-readable  application  identi- 
fication such  as  the  title  and/or  the  first  inventor's  name.  The 
attomey's  docket  number  may  be  included.  The  final  right- 
hand  portion  of  the  microfiche  shall  contain  sequence  infor- 
mation for  the  microfiche,  such  as  1  of  4,  2  of  4,  etc. 
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(iv)  Additional  requirements  which  apply  specifically  to 
microfiche  of  filmed  paper  copy: 

(A)  The  first  frame  of  each  microfiche  submitted  shall 
contain  a  test  target. 

(B)  The  second  frame  of  each  microfiche  submitted  must 
contain  a  fully  descriptive  title  and  the  inventor's  name  as 
filed. 

(C)  The  pages  or  lines  appearing  on  the  microfiche  frames 
should  be  consecutively  numbered. 

(D)  Pagination  of  the  microfiche  frames  shall  be  from  left  to 
right  and  from  top  to  bottom. 

(E)  At  a  reduction  of  24:1,  resolution  of  the  original 
microfilm  shall  be  at  least  120  lines  per  mm.  (5.0  target). 

(F)  An  index,  when  included,  should  appear  in  the  last  frame 
(lower  right-hand  comer  when  data  is  right-reading)  of  each 
microfiche. 

(v)  Microfiche  generated  by  Computer  Output  Microfilm. 

(A)  The  first  frame  of  each  microfiche  submitted  should 
contain  a  resolution  test  frame. 

(B)  The  second  frame  of  each  microfiche  submitted  must 
contain  a  fully  descriptive  title  and  the  inventor's  name  as 
filed. 

(C)  The  pages  or  lines  appearing  on  the  microfiche  frames 
should  be  consecutively  numbered. 

(D)  It  is  preferred  that  pagination  of  the  microfiche  frames 
be  from  left  to  right  and  top  to  bottom  but  the  alternative,  i.e., 
from  top  to  bottom  and  from  left  to  right,  is  also  acceptable. 

(E)  An  index,  when  included,  should  appear  on  the  last 
frame  (lower  right-hand  comer  when  data  is  right-reading)  of 
each  microfiche. 

15.  Section  1.97  is  amended  by  revising  paragraphs  (a) 
through  (d)  to  read  as  follows: 

§  1.97  Filing  of  information  disclosure  statement. 

(a)  In  order  for  an  applicant  for  a  patent  or  for  a  reissue  of 
a  patent  to  have  an  information  disclosure  statement  in 
compliance  with  §  1.98  considered  by  the  Office  during  the 
pendency  of  the  application,  it  must  satisfy  paragraph  (b),  (c), 
or  (d)  of  this  section. 

(b)  An  information  disclosure  statement  shall  be  considered 
by  the  Office  if  filed  by  the  applicant: 

(1)  Within  three  months  of  the  filing  date  of  a  national 
application; 

(2)  Within  three  months  of  the  date  of  entry  of  the  national 
stage  as  set  forth  in  §  1.491  in  an  international  apphcation;  or 

(3)  Before  the  mailing  date  of  a  first  Office  action  on  the 
merits,  whichever  event  occurs  last. 

(c)  An  information  disclosure  statement  shall  be  considered 
by  the  Office  if  filed  by  the  applicant  after  the  period  specified 
in  paragraph  (b)  of  this  section,  provided  that  the  statement  is 
accompanied  by  either  a  certification  as  specified  in  paragraph 
(e)  of  this  section  or  the  fee  set  forth  in  §  1.17(p),  and  is  filed 
before  the  mailing  date  of  either: 

(1)  A  final  action  under  §  1.113;  or 

(2)  A  notice  of  allowance  under  §  1.311,  whichever  occurs 
first. 

(d)  An  information  disclosure  statement  shall  be  considered 
by  the  Office  if  filed  by  the  applicant  after  the  period  specified 
in  paragraph  (c)  of  this  section,  provided  that  the  statement  is 
filed  on  or  before  payment  of  the  issue  fee  and  is  accompanied 
by: 


(1)  A  certification  as  specified  in  paragraph  (e)  of  this 
section; 

(2)  A  petition  requesting  consideration  of  the  information 
disclosure  statement;  and 

(3)  The  petition  fee  set  forth  in  §  1.1 7(i). 

16.  Section  1.107  is  amended  by  revising  paragraph  (a)  to 
read  as  follows: 

§  1.107  Citation  of  references. 

(a)  If  domestic  patents  are  cited  by  the  examiner,  their 
numbers  and  dates,  and  the  names  of  the  patentees  must  be 
stated.  If  foreign  published  applications  or  patents  are  cited, 
their  nationaUty  or  country,  numbers  and  dates,  and  the  names 
of  the  patentees  must  be  stated,  and  such  other  data  must  be 
furnished  as  may  be  necessary  to  enable  the  applicant,  or  in  the 
case  of  a  reexamination  proceeding,  the  patent  owner,  to 
identify  the  published  applications  or  patents  cited.  In  citing 
foreign  published  applications  or  patents,  in  case  only  a  part  of 
the  document  is  involved,  the  particular  pages  and  sheets 
containing  the  parts  relied  upon  must  be  identified.  If  printed 
publications  are  cited,  the  author  (if  any),  title,  date,  pages  or 
plates,  and  place  of  publication,  or  place  where  a  copy  can  be 
found,  shall  be  given. 

17.  Section  1.110  is  revised  to  read  as  follows: 

§  1.110  Inventorship  and  date  of  invention  of  the  subject 
matter  of  individual  claims. 

When  more  than  one  inventor  is  named  in  an  application  or 
patent,  the  Patent  and  Trademark  Office,  when  necessary  for 
purposes  of  an  Office  proceeding,  may  require  an  appUcant, 
patentee,  or  owner  to  identify  the  inventive  entity  of  the  subject 
matter  of  each  claim  in  the  application  or  patent.  Where 
appropriate,  the  invention  dates  of  the  subject  matter  of  each 
claim  and  the  ownership  of  the  subject  matter  on  the  date  of 
invention  may  be  required  of  the  applicant,  patentee  or  owner. 
See  also  §  1.78(c)  and  §  1.130. 

18.  A  new  §  1.130  is  added  after  the  undesignated  center 
heading  "Affidavits  Overcoming  Rejections"  to  read  as  fol- 
lows: 

§  1.130  AfBdavit  or  declaration  to  disqualify  commonly 
owned  patent  as  prior  art. 

(a)  When  any  claim  of  an  application  or  a  patent  under 
reexamination  is  rejected  under  35  U.S.C.  103  in  view  of  a 
U.S.  patent  which  is  not  prior  art  under  35  U.S.C.  102(b),  and 
the  inventions  defined  by  the  claims  in  the  application  or  patent 
under  reexamination  and  by  the  claims  in  the  patent  are  not 
identical  but  are  not  patentably  distinct,  and  the  inventions  are 
owned  by  the  same  party,  the  applicant  or  owner  of  the  patent 
under  reexamination  may  disqualify  the  patent  as  prior  art.  The 
patent  can  be  disqualified  as  prior  art  by  submission  of: 

(1)  A  terminal  disclaimer  in  accordance  with  §  1.321(c),  and 

(2)  An  oath  or  declaration  stating  that  the  application  or 
patent  under  reexamination  and  the  patent  are  currently  owned 
by  the  same  party,  and  that  the  inventor  named  in  the 
application  or  patent  under  reexamination  is  the  prior  inventor 
under  35  U.S.C.  104. 

(b)  When  an  application  or  a  patent  under  reexamination 
claims  an  invention  which  is  not  patentably  distinct  from  an 
invention  claimed  in  a  commonly  owned  patent  with  the  same 
or  a  different  inventive  entity,  a  double  patenting  rejection  will 
be  made  in  the  application  or  a  patent  under  reexamination.  A 
judicially  created  double  patenting  rejection  may  be  obviated 
by  filing  a  terminal  disclaimer  in  accordance  with  §  1.321(c). 

19.  Section  1.131  is  amended  by  revising  paragraph  (a)  to 
read  as  follows: 
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§   1.131  Affidavit   or  declaration   of  prior  invention   to 
overcome  cited  patent  or  publication. 

(a)(1)  When  any  claim  of  an  application  or  a  patent  under 
reexamination  is  rejected  under  35  U.S.C.  102(a)  or  (e),  or  35 
U.S.C.  103  based  on  a  U.S.  patent  to  another  or  others  which 
is  prior  art  under  35  U.S.C.  102(a)  or  (e)  and  which  substan- 
tially shows  or  describes  but  does  not  claim  the  same  patent- 
able invention,  as  defined  in  §  1.601(n),  or  on  reference  to  a 
foreign  patent  or  to  a  printed  publication,  the  inventor  of  the 
subject  matter  of  the  rejected  claim,  the  owner  of  the  patent 
under  reexamination,  or  the  party  qualified  under  §  1.42,  § 
1.43,  or  §  1.47,  may  submit  an  appropriate  oath  or  declaration 
to  overcome  the  patent  or  publication.  The  oath  or  declaration 
must  include  facts  showing  a  completion  of  the  invention  in 
this  country  or  in  a  NAFTA  or  WTO  member  country  before 
the  filing  date  of  the  application  on  which  the  U.S.  patent 
issued,  or  before  the  date  of  the  foreign  patent,  or  before  the 
date  of  the  printed  publication.  When  an  appropriate  oath  or 
declaration  is  made,  the  patent  or  publication  cited  shall  not  bar 
the  grant  of  a  patent  to  the  inventor  or  the  confirmation  of  the 
patentability  of  the  claims  of  the  patent,  unless  the  date  of  such 
patent  or  printed  publication  is  more  than  one  year  prior  to  the 
date  on  which  the  inventor's  or  patent  owner's  application  was 
filed  in  this  country. 

(2)  A  date  of  completion  of  the  invention  may  not  be 
established  under  this  section  before  December  8,  1993,  in  a 
NAFTA  country,  or  before  January  1,  1996,  in  a  WTO  member 
country  other  than  a  NAFTA  country. 

20.  Section  1.132  is  revised  to  read  as  follows: 

§  1.132  Affidavits  or  declarations  traversing  grounds  of 
rejection. 

When  any  claim  of  an  application  or  a  patent  under 
reexamination  is  rejected  on  reference  to  a  U.S.  patent  which 
substantially  shows  or  describes  but  does  not  claim  the  same 
patentable  invention,  as  defined  in  §  1.601(n),  on  reference  to 
a  foreign  patent,  on  reference  to  a  printed  publication,  or  on 
reference  to  facts  within  the  personal  knowledge  of  an  em- 
ployee of  the  Office,  or  when  rejected  upon  a  mode  or 
capability  of  operation  attributed  to  a  reference,  or  because  the 
alleged  invention  is  held  to  be  inoperative,  lacking  in  utility, 
frivolous,  or  injurious  to  public  health  or  morals,  affidavits  or 
declarations  traversing  these  references  or  objections  may  be 
received. 

21.  Section  1.154  is  revised  to  read  as  follows: 
§  1.154  Arrangement  of  specification. 

(a)  The  elements  of  the  design  application,  if  applicable, 
should  appear  in  the  following  order: 

(1)  Design  Application  Transmittal  Form. 

(2)  Fee  Transmittal  Form. 

(3)  Preamble,  stating  name  of  the  applicant  and  title  of  the 
design. 

(4)  Cross-reference  to  related  applications. 

(5)  Statement  regarding  federally  sponsored  research  or 
development. 

(6)  Description  of  the  figure  or  figures  of  the  drawing. 

(7)  Feature  Description. 

(8)  A  single  claim. 

(9)  Drawings  or  photographs. 

(10)  Executed  oath  or  declaration  (See  §  1.153(b)). 

(b)  [Reserved] 

22.  Section  1.163  is  amended  by  adding  new  paragraphs  (c) 
and  (d)  to  read  as  follows: 


§  1.163  Specification. 

(c)  The  elements  of  the  plant  application,  if  apphcable, 
should  appear  in  the  following  order: 

(1)  Plant  Application  Transmittal  Form. 

(2)  Fee  Transmittal  Form. 

(3)  Title  of  the  invention. 

(4)  Cross-reference  to  related  applications. 

(5)  Statement  regarding  federally  sponsored  research  or 
development. 

(6)  Background  of  the  invention. 

(7)  Brief  summary  of  the  invention. 

(8)  Brief  description  of  the  drawing. 

(9)  Detailed  Botanical  Description. 

(10)  A  single  claim. 

(11)  Abstract  of  the  Disclosure. 

(12)  Drawings  (in  duplicate). 

(13)  Executed  oath  or  declaration. 

(14)  Plant  color  coding  sheet. 

(d)  A  plant  color  coding  sheet  as  used  in  this  section  means 
a  sheet  that  specifies  a  color  coding  system  as  designated  in  a 
color  dictionary,  and  lists  every  plant  structure  to  which  color 
is  a  distinguishing  feature  and  the  corresponding  color  code 
which  best  represents  that  plant  structure. 

23.  Section  1.291  is  amended  by  revising  paragraphs  (a)  and 
(b)  to  read  as  follows: 

§  1.291  Protests  by  the  public  against  pending  applications. 

(a)  Protests  by  a  member  of  the  public  against  pending 
apphcations  will  be  referred  to  the  examiner  having  charge  of 
the  subject  matter  involved.  A  protest  specifically  identifying 
the  application  to  which  the  protest  is  directed  will  be  entered 
in  the  application  file  if: 

(1)  The  protest  is  submitted  prior  to  the  mailing  of  a  notice 
of  allowance  under  §  1.311;  and 

(2)  The  protest  is  either  served  upon  the  applicant  in 
accordance  with  §  1.248,  or  filed  with  the  Office  in  duplicate  in 
the  event  service  is  not  possible. 

(b)  Protests  raising  fraud  or  other  inequitable  conduct  issues 
will  be  entered  in  the  application  file,  generally  without 
comment  on  those  issues.  Protests  which  do  not  adequately 
identify  a  pending  patent  application  will  be  returned  to  the 
protestor  and  will  not  be  further  considered  by  the  Office.  A 
protest  submitted  in  accordance  with  the  second  sentence  of 
paragraph  (a)  of  this  section  will  be  considered  by  the  Office  if 
the  application  is  still  pending  when  the  protest  and  application 
file  are  brought  before  the  examiner  and  it  includes: 

(1)  A  hsting  of  the  patents,  publications,  or  other  informa- 
tion relied  upon; 

(2)  A  concise  explanation  of  the  relevance  of  each  listed 
item; 

(3)  A  copy  of  each  listed  patent  or  publication  or  other  item 
of  information  in  written  form  or  at  least  the  pertinent  portions 
thereof;  and 

(4)  An  English  language  translation  of  all  the  necessary  and 
pertinent  parts  of  any  non-English  language  patent,  publica- 
tion, or  other  item  of  information  in  written  form  relied  upon. 
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24.  Section  1.292  is  amended  by  revising  paragraphs  (a)  and 
(b)  to  read  as  follows: 

§  1.292  Public  use  proceedings. 

(a)  When  a  petition  for  the  institution  of  public  use  proceed- 
ings, supported  by  affidavits  or  declarations  is  found,  on 
reference  to  the  examiner,  to  make  a  prima  facie  showing  that 
the  invention  claimed  in  an  application  believed  to  be  on  file 
had  been  in  public  use  or  on  sale  more  than  one  year  before  the 
filing  of  the  application,  a  hearing  may  be  had  before  the 
Commissioner  to  determine  whether  a  public  use  proceeding 
should  be  instituted.  If  instituted,  the  Commissioner  may 
designate  an  appropriate  ofiicial  to  conduct  the  public  use 
proceeding,  including  the  setting  of  times  for  taking  testimony, 
which  shall  be  taken  as  provided  by  §  1.671  through  §  1.685. 
The  petitioner  will  be  heard  in  the  proceedings  but  after 
decision  therein  will  not  be  heard  further  in  the  prosecution  of 
the  application  for  patent. 

(b)  The  petition  and  accompanying  papers,  or  a  notice  that 
such  a  petition  has  been  filed,  shall  be  entered  in  the  applica- 
tion file  if: 

(1)  The  petition  is  accompanied  by  the  fee  set  forth  in  § 
1.17(j); 

(2)  The  petition  is  served  on  the  applicant  in  accordance 
with  §  1.248,  or  filed  with  the  Office  in  duplicate  in  the  event 
service  is  not  possible;  and 

(3)  The  petition  is  submitted  prior  to  the  mailing  of  a  notice 
of  allowance  under  §  1.311. 

25.  Section  1.315  is  revised  to  read  as  follows: 

§  1.315  Delivery  of  patent. 

The  patent  will  be  delivered  or  mailed  upon  issuance  to  the 
correspondence  address  of  record.  See  §  1.33(a). 

26.  Section  1.321  is  amended  by  revising  paragraph  (c)  to 
read  as  follows: 

§  1.321  Statutory  disclaimers,  including  terminal  disclaim- 
ers. 

(c)  A  terminal  disclaimer,  when  filed  to  obviate  a  judicially 
created  double  patenting  rejection  in  a  patent  application  or  in 
a  reexamination  proceeding,  must: 

(1)  Comply  with  the  provisions  of  paragraphs  (b)(2)  through 
(b)(4)  of  this  section; 

(2)  Be  signed  in  accordance  with  paragraph  (b)(1)  of  this 
section  if  filed  in  a  patent  application  or  in  accordance  with 
paragraph  (a)(1)  of  this  section  if  filed  in  a  reexamination 
proceeding;  and 

(3)  Include  a  provision  that  any  patent  granted  on  that 
application  or  any  patent  subject  to  the  reexamination  proceed- 
ing shall  be  enforceable  only  for  and  during  such  period  that 
said  patent  is  commonly  owned  with  the  application  or  patent 
which  formed  the  basis  for  the  rejection. 

27.  Section  1.497  is  revised  to  read  as  follows: 

§  1.497  Oath  or  declaration  under  35  U.S.C.  371(c)(4). 

(a)  When  an  applicant  of  an  international  application  desires 
to  enter  the  national  stage  under  35  U.S.C.  371  pursuant  to  § 
1.494  or  §  1.495,  he  or  she  must  file  an  oath  or  declaration  that: 

(1)  Is  executed  in  accordance  with  either  §  1.66  or  §  1.68; 

(2)  Identifies  the  specification  to  which  it  is  directed; 


(3)  Identifies  each  inventor  and  the  country  of  citizenship  of 
each  inventor;  and 

(4)  States  that  the  person  making  the  oath  or  declaration 
believes  the  named  inventor  or  inventors  to  be  the  original  and 
first  inventor  or  inventors  of  the  subject  matter  which  is 
claimed  and  for  which  a  patent  is  sought. 

(b)  ( 1 )  The  oath  or  declaration  must  be  made  by  all  of  the 
actual  inventors  except  as  provided  for  in  §  1.42,  §  1.43  or  § 
1.47. 

(2)  If  the  person  making  the  oath  or  declaration  is  not  the 
inventor,  the  oath  or  declaration  shall  state  the  relationship  of 
the  person  to  the  inventor,  the  facts  required  by  §  1 .42,  §  1 .43 
or  §  1.47.  and,  upon  information  and  belief,  the  facts  which  the 
inventor  would  have  been  required  to  state. 

(c)  If  the  oath  or  declaration  meets  the  requirements  of 
paragraphs  (a)  and  (b)  of  this  section,  the  oath  or  declaration 
will  be  accepted  as  complying  with  35  U.S.C.  371(c)(4)  and  § 
1.494(c)  or  §  1.495(c).  However,  if  the  oath  or  declaration  does 
not  also  meet  the  requirements  of  §  1.63,  a  supplemental  oath 
or  declaration  in  compliance  with  §  1.63  will  be  required  in 
accordance  with  §  1.67. 


August  13,  1996 


BRUCE  A.  LEHMAN 

Assistant  Secretary  of  Commerce  and 

Commissioner  of  Patents  and 

Trademarks 
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(130)  Clarification  of  37  CFR  1.704(c)(10)  - 

Reduction  of  Patent  Term  Adjustment  for 
Certain  Types  of  Papers  Filed  After  a 
Notice  of  Allowance  has  been  Mailed 

Patent  term  adjustment  under  35  U.S.C.  154(b)(1)  is  reduced 
by  the  period  of  time  during  which  the  applicant  "failed  to 
engage  in  reasonable  efforts"  to  conclude  prosecution  {i.e., 
processing  or  examination  of  an  appUcation).  See  35  U.S.C. 
154(b)(2)(C)(i).  Pursuant  to  35  U.S.C.  154(b)(2)(C)(iii),  the 
United  States  Patent  and  Trademark  Office  (Office)  has  pre- 
scribed regulations  setting  forth  the  circumstances  constituting 
a  failure  to  engage  in  reasonable  efforts  to  conclude  prosecu- 
tion {i.e.,  processing  or  examination  of  an  application).  See  37 
CFR  1.704.  After  a  "Notice  of  Allowance"  has  been  mailed, 
submissions  by  an  applicant  that  cause  a  delay  in  processing  or 
examination  of  an  application  will  be  considered  a  "failure  to 
engage  in  reasonable  efforts"  to  conclude  prosecution.  See  37 
CFR  1.704(c)(10)  ("failure  to  engage  in  reasonable  efforts"  to 
conclude  prosecution  includes  submission  of  an  amendment 
under  37  CFR  1.312  or  other  paper  after  a  "Notice  of 
Allowance"  has  been  mailed).  The  reason  such  a  submission  is 
considered  a  "failure  to  engage  in  reasonable  efforts"  to 
conclude  processing  or  examination  of  an  application  is  that 
delaying  the  submission  of  such  papers  until  after  an  applica- 
tion is  allowed  causes  substantial  interference  and  delay  in  the 
patent  issue  process.  See  Changes  to  Implement  Patent  Term 
Adjustment  under  Twenty- Year  Patent  Term.  65  Fed.  Reg. 
56365,  56373  (Sept.  18,  2000);  1239  Off.  Gaz.  Pat.  Office  14, 
19-20  (Oct.  3,  2000)  (final  rule). 

It  should  be  noted,  however,  that  only  certain  papers  (not  all 
papers),  filed  after  a  "Notice  of  Allowance"  is  mailed,  cause 
substantial  interference  and  delay  in  the  patent  issue  process. 
Therefore,  it  is  the  filing  of  these  papers  that  will  be  considered 
a  "failure  to  engage  in  reasonable  efforts"  to  conclude  process- 
ing and  examination  of  an  application  under  37  CFR  1.704. 
The  Office  has  reviewed  many  allowed  applications  (mostly 
continued  prosecution  applications  (CPAs))  that  were  filed  on 
or  after  May  29,  2000,  in  which  the  issue  fee  was  paid.  The 
review  consistently  showed  that  only  certain  papers  submitted 
after  a  "Notice  of  Allowance"  is  mailed,  interfered  with  and 
delayed  the  patent  issue  process  to  such  a  degree  as  to 
constitute  a  "failure  to  engage  in  reasonable  efforts"  to 
conclude  processing  or  examination  of  an  application. 

Accordingly,  the  Office  is  publishing  this  notice  to  provide 
guidance  in  interpreting  the  provisions  of  37  CFR  1.704(c)(10) 
to  clarify  that  submission  of  certain  papers  after  a  "Notice  of 


1280  OG  290 
(131) 


OFFICIAL  GAZETTE 


March  2,  2004 


Allowance,"  which  do  not  cause  substantial  interference  and 
delay  in  the  patent  issue  process,  are  not  considered  a  "failure 
to  engage  in  reasonable  efforts"  to  conclude  processing  or 
examination  of  an  application.  The  following  are  examples  of 
such  papers:  (1)  Issue  Fee  Transmittal  (PTOL-85B),  (2)  Power 
of  Attorney,  (3)  Power  to  Inspect,  (4)  Change  of  Address,  (5) 
Change  of  Status  (small/not  small  entity  status),  (6)  a  response 
to  the  examiner's  reasons  for  allowance,  and  (7)  letters  related 
to  government  interests  (e.g.,  those  between  NASA  and  the 
Office).  Therefore,  the  submission  of  these  papers  after  a 
Notice  of  Allowance  will  not  be  considered  a  "failure  to 
engage  in  reasonable  efforts"  to  conclude  processing  or  exami- 
nation of  an  application  and  would  not  result  in  reduction  of  a 
patent  term  adjustment  pursuant  to  37  CFR  1.704(c)(10). 

In  contrast,  the  submission  of  other  papers  after  a  "Notice  of 
Allowance"  is  mailed  that  do  cause  substantial  interference 
and  delay  in  the  patent  issue  process  are  considered  a  "failure 
to  engage  in  reasonable  efforts"  to  conclude  processing  or 
examination  of  an  application  pursuant  to  37  CFR 
1.704(c)(10).  The  following  are  examples  of  such  papers:  (1)  a 
request  for  a  refund,  (2)  a  status  letter,  (3)  amendments  under 
37  CFR  1.312,  (4)  late  priority  claims,  (5)  a  certified  copy  of 
a  priority  document,  (6)  drawings,  (7)  letters  related  to 
biological  deposits,  and  (8)  oaths  or  declarations. 

As  guidance  for  minimizing  reductions  to  any  patent  term 
adjustment,  applicants  should  adopt  practices  that  do  not  delay 
processing  of  the  applications  after  the  "Notice  of  Allowance" 
has  been  mailed.  For  instance,  instead  of  filing  corrected 
drawings  or  editorial  amendments  after  the  application  has 
been  allowed,  applicant  should  submit  such  corrected  drawings 
or  editorial  amendments  prior  to  allowance  of  the  application. 
In  addition,  instead  of  filing  a  status  letter,  applicant  should  use 
the  private  Patent  Application  Information  Retrieval  (PAIR) 
system  to  determine  the  status  of  the  application  (http://pair- 
direct.uspto.gov)  or  call  the  Office. 

The  Patent  Application  Locating  and  Monitoring  (PALM) 
system  maintains  computerized  contents  records  of  all  patent 
applications  and  reexaminations.  PAIR  is  a  system  that  pro- 
vides public  access  to  PALM  for  patents  and  applications  that 
have  been  published  (i.e.,  information  for  applications  main- 
tained in  confidence  cannot  be  obtained),  which  can  be 
accessed  over  the  Internet  at  http://pair.uspto.gov.  The  private 
side  of  PAIR  at  http://pair-direct.uspto.gov  can  be  used  by  an 
applicant  to  access  confidential  information  about  his  or  her 
pending  application.  To  access  the  private  side  of  PAIR,  a 
customer  number  must  be  associated  with  the  correspondence 
address  for  the  application,  and  the  user  of  the  system  must 
have  a  digital  certificate.  For  further  information,  contact  the 
Customer  Support  Center  of  the  Electronic  Business  Center  at 
(703)  305-3028. 

In  addition,  if  PAIR  is  used  to  see  the  PALM  records  that  are 
relied  upon  for  patent  term  adjustment  purposes,  a  contents 
entry  with  the  contents  code  "DRWS"  and  the  contents 
description  "DRAWING  REQUIREMENTS  SATISFIED" 
does  not  indicate  when  the  drawings  were  filed  and  is  not  a 
PALM  entry  that  is  used  in  the  patent  term  adjustment 
calculation. 

Any  questions  or  comments  about  this  change  should  be 
directed  to  Karin  Tyson,  Senior  Legal  Advisor,  Office  of  Patent 
Legal  Administration,  Office  of  the  Deputy  Commissioner  for 
Patent  Examination  Pohcy.  Ms.  Tyson  can  be  reached  by 
telephone  at  (703)  306-3159,  or  by  e-mail  at 
Karin.Tyson@uspto.gov. 


May  29,  2001 


NICHOLAS  P  GODICI 

Acting  Under  Secretary  of 

Commerce  for  Intellectual  Property 

and  Acting  Director  of  the 

United  States  Patent  and 

Trademark  Office 
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(131)         Patent  Term  Extension  or  Adjustment 

Information  Printed  on  Notice  of  Allowance  and 
Issue  Fee  Due  and  Patent  Front  Page 

Beginning  January  2,  2001,  all  plant  and  utility  patents  will 
be  issued  with  an  indication  of  the  patent  term  adjustment  on 


the  patent  front  page.  Design  patents  are  not  eligible  for  patent 
term  adjustment  and  therefore  will  not  have  a  patent  term 
adjustment  notice.  Most  patents  will  have  an  indication  of  a 
zero  day  patent  term  adjustment.  The  terms  "patent  term 
adjustment"  and  "patent  term  extension"  are  used  as  generic 
terms  to  include  both  patent  term  extension  under  35  U.S.C. 
154(b),  as  amended  effective  June  8,  1995,  and  patent  term 
adjustment  under  35  U.S.C.  154(b),  as  amended  effective  May 
29,  2000. 

Apphcant's  first  indication  of  the  patent  term  adjustment 
should  be  with  the  Notice  of  Allowance  and  Issue  Fee  Due 
(PTOL-85)  where  the  patent  term  adjustment  information  is 
included  on  the  same  line  as,  and  to  the  right  of,  the  First 
Named  Applicant.  In  most  instances,  the  information  is  pre- 
sented as  a  number  of  days.  For  example: 

35  use  154(b)  term  ext.  =  400  Days. 


If  the  patent  is  not  entitled  to  a  patent  term  adjustment,  the 
iifformation  will  be  as  follows: 


35  use  154(b)  term  ext.  =  0  Days. 

If  no  patent  term  adjustment  information  is  printed  on  the 
Notice  of  Allowance,  the  application  is  not  eligible  for  term 
adjustment.  No  patent  term  adjustment  information  being 
printed  on  the  Notice  of  Allowance  has  the  same  effect  as  "35 
use  154(b)  term  ext.  =  0  Days"  being  printed.  In  2001,  more 
detailed  patent  term  adjustment  information  will  be  printed 
with  the  Notice  of  Allowance  and  Issue  Fee  Due. 

On  the  patent's  front  page,  following  the  assignee  data,  or  if 
there  is  no  assignee  data,  following  the  inventor  data,  the 
notice  will  be  printed  as  in  the  following  example: 

(*)  Notice:  Subject  to  any  disclaimer,  the  term  of  this 
patent  is  extended  or  adjusted  under  35 
U.S.C.  154(b)  by  1,000  days. 

The  patent  term  adjustment  information  printed  on  the  face 
of  the  patent  will  generally  be  the  same  as  the  information  that 
is  printed  on  or  with  the  Notice  of  Allowance.  Note  that 
requests  for  reconsideration  of  the  patent  term  adjustment 
information  indicated  on  the  Notice  of  Allowance  must  be  filed 
no  later  than  the  payment  of  the  issue  fee. 

If  the  patent  is  not  eligible  for  term  adjustment,  the  notice 
will  be  printed  as  in  the  following  example: 

(*)  Notice:  Subject  to  any  disclaimer,  the  term  of  this 
patent  is  extended  or  adjusted  under  35 
U.S.C.  154(b)  by  0  days. 

While  the  Office  intends  to  begin  printing  a  notice  regarding 
patent  term  adjustment  on  the  front  page  of  all  patents,  if  no 
notice  is  included  on  the  patent  front  page,  then  the  patent  term 
has  not  been  extended  or  adjusted  under  35  U.S.C.  154(b). 

Petitions,  requests  or  applications  for  patent  term  extension 
or  adjustment  under  35  U.S.C.  154  should  be  sent  to  Commis- 
sioner for  Patents,  Box  PTA,  Washington,  D.C.  20231,  or  faxed 
to  (703)  308-6916.  Applications  for  patent  term  extension 
under  35  U.S.C.  156  (e.g.,  for  drug  products  reviewed  by  the 
Food  and  Drug  Administration)  should  continue  to  be  mailed 
to  Box  Patent  Ext. 

Questions  regarding  this  notice  may  be  directed  to  Daniel 
Moon,  Legal  Advisor,  Office  of  Patent  Legal  Administration, 
Office  of  the  Deputy  Commissioner  for  Patent  Examination 
Policy,  by  telephone  at  (703)  305-0271,  by  facsimile  at  (703) 
872-9411,  or  by  e-mail  to  Daniel.Moon@USPTO.gov. 


December  20,  2000 


NICHOLAS  P  GODICI 

Commissioner  for  Patents 
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(132)  DEPARTMENT  OF  COMMERCE 

United  States  Patent  and  Trademark  Office 
37  CFR  Part  1 
RIN  0651-AB06 

Changes  to  Implement  Patent  Term  Adjustment 
under  Twenty- Year  Patent  Term 

AGENCY:  United  States  Patent  and  Trademark  GflBce,  Com- 
merce. 

ACTION:  Final  rule. 

SUMMARY:  The  United  States  Patent  and  Trademark  Office 
(Office)  is  revising  the  rules  of  practice  in  patent  cases  to 
implement  certain  provisions  of  the  American  Inventors  Pro- 
tection Act  of  1999.  These  provisions  of  the  American  Inven- 
tors Protection  Act  of  1999  provide  patent  term  adjustment  to 
compensate  patentees  for  certain  delays  in  the  application 
examination  process. 

DATES:  EFFECTIVE  DATES:  Sections  1.702  through  1.705 
and  the  amendment  to  §  1.701  are  effective  [Insert  date  30  days 
after  the  date  of  publication  in  the  FEDERAL  REGISTER]. 
The  amendment  to  1.18  is  effective  [Insert  date  60  days  after 
the  date  of  publication  in  the  FEDERAL  REGISTER]. 

APPLICABILITY  DATE:  Section  1.701  applies  to  original 
(non-reissue)  patents  issued  on  applications  (other  than  for  a 
design  patent)  filed  on  or  after  June  8,  1995,  and  before  May 
29,  2000.  Sections  1.702  through  1.705  apply  to  original 
applications  (other  than  for  a  design  patent)  filed  on  or  after 
May  29,  2000,  and  to  patents  issued  on  such  applications. 

FOR  FURTHER  INFORMATION  CONTACT:  Karin  L 
Tyson.  Robert  W.  Bahr,  or  Robert  A.  Clarke  by  telephone  at 
(703)  305-1383,  or  by  mail  addressed  to:  Box  Comments- 
Patents.  Commissioner  for  Patents,  Washington,  D.C.  20231, 
or  by  facsimile  to  (703)  872-9411  or  (703)  308-6916,  marked 
to  the  attention  of  Karin  L.  Tyson. 

SUPPLEMENTARY  INFORMATION:  The  American  In- 
ventors Protection  Act  of  1999  (Title  IV  of  the  Intellectual 
Property  and  Communications  Omnibus  Reform  Act  of  1999 
(S.  1948)  as  introduced  in  the  106th  Congress  on  November 
17,  1999)  was  incorporated  and  enacted  into  law  on  November 
29,  1999,  by  §  1000(a)(9),  Division  B,  of  Pub.  L.  106-113,  113 
Stat.  1501  (1999).  The  American  Inventors  Protection  Act  of 
1999  contains  a  number  of  changes  to  title  35,  United  States 
Code.  This  final  rule  changes  the  rules  of  practice  to  implement 
the  provisions  of  §§  4401  and  4402  of  the  American  Inventors 
Protection  Act  of  1999.  These  provisions  are  effective  on  the 
date  that  is  six  months  after  the  date  of  enactment  of  the 
American  Inventors  Protection  Act  of  1999  (May  29,  2000) 
and  apply  to  original  (non-reissue)  applications,  other  than  for 
a  design  patent,  filed  on  or  after  the  date  that  is  six  months  after 
the  date  of  enactment  of  the  American  Inventors  Protection  Act 
of  1999  (May  29,  2000). 

Section  532(a)(  1 )  of  the  Uruguay  Round  Agreements  Act  (Pub. 
L.  103-465,  108  Stat.  4809  (1994))  amended  35  U.S.C.  154  to 
provide  that  the  term  of  patent  protection  begins  on  the  date  of 
patent  grant  and  ends  on  the  date  twenty  years  from  the  filing 
date  of  the  application,  or  the  earliest  filing  date  for  which  a 
benefit  is  claimed  under  35  U.S.C.  120,  121,  or  365(c).  Pub.  L. 
103-465  also  contained  provisions,  codified  at  35  U.S.C. 
154(b),  for  patent  term  extension  due  to  certain  examination 
delays. 

Section  4402  of  the  American  Inventors  Protection  Act  of  1999 
amends  35  U.S.C.  154(b)(1)  to  provide  day-by-day  patent  term 
adjustment  if  the  Office  fails,  within  specified  time  periods,  to: 
(1)  initially  act  on  the  application;  (2)  respond  to  a  reply  or 
appeal  to  the  Board  of  Patent  Appeals  and  Interferences  by  the 
applicant;  (3)  act  on  an  application  after  a  decision  by  the 
Board  of  Patent  Appeals  and  Interferences  or  a  Federal  court 
where  at  least  one  allowable  claim  remains  in  the  application; 
or  (4)  issue  the  application  after  the  issue  fee  is  paid  in  reply 
to  a  notice  of  allowance  and  all  outstanding  requirements  are 
satisfied  (35  U.S.C.  154(b)(1)(A)).  Section  4402  of  the  Ameri- 
can Inventors  Protection  Act  of  1999  also  amends  35  U.S.C. 
154(b)(1)  to  provide  day-by-day  patent  term  adjustment  if, 
subject  to  a  number  of  limitations,  the  Office  fails  to  issue  a 


patent  within  three  years  of  the  actual  filing  date  of  the 
application  (35  U.S.C.  154(b)(1)(B)).  Section  4402  of  the 
American  Inventors  Protection  Act  of  1999  also  amends  35 
U.S.C.  154(b)(1)  to  provide  day-by-day  patent  term  adjustment 
for  delays  due  to  interference  proceedings  under  35  U.S.C. 
135(a),  imposition  of  a  secrecy  order  under  35  U.S.C.  181,  or 
successful  appellate  review  by  the  Board  of  Patent  Appeals  and 
Interferences  or  a  Federal  court  (35  U.S.C.  154(b)(1)(C)). 

Section  4402  of  the  American  Inventors  Protection  Act  of  1999 
amends  35  U.S.C.  154(b)(2)  to  place  limitations  on  the  period 
of  patent  term  adjustment  granted  under  35  U.S.C.  154(b)(1). 
First,  to  the  extent  that  the  periods  of  delay  attributed  to  the 
grounds  specified  in  35  U.S.C.  154(b)(1)  overlap,  the  period  of 
adjustment  shall  not  exceed  the  actual  number  of  days  the 
issuance  of  the  patent  was  delayed.  Second,  no  patent,  the  term 
of  which  has  been  disclaimed  beyond  a  specified  date,  may  be 
adjusted  under  35  U.S.C.  154(b)  beyond  the  expiration  date 
specified  in  the  disclaimer.  Third,  the  period  of  patent  term 
adjustment  under  35  U.S.C.  154(b)(1)  shall  be  reduced  by  a 
period  equal  to  the  period  of  time  during  which  the  applicant 
failed  to  engage  in  reasonable  efforts  to  conclude  prosecution 
(or  processing  or  examination)  of  the  application.  Section  4402 
of  the  American  Inventors  Protection  Act  of  1999,  however, 
does  not  contain  any  limit  (e.g.,  of  five  or  ten  years)  on  the  total 
extension  or  adjustment  that  may  be  granted  under  35  U.S.C. 
154(b). 

An  applicant  is  deemed  to  have  failed  to  engage  in  reasonable 
efforts  to  conclude  prosecution  of  an  application  with  respect 
to  any  patent  term  adjustment  under  35  U.S.C.  154(b)(1)(B) 
(failure  to  issue  a  patent  within  three  years  of  the  actual  filing 
date  of  the  application)  for  the  cumulative  total  of  any  periods 
of  time  in  excess  of  three  months  that  are  taken  to  reply  to  a 
notice  of  any  rejection,  objection,  argument,  or  other  request, 
measuring  the  three-month  period  from  the  date  the  notice  was 
mailed  or  given.  In  addition,  35  U.S.C.  154(b)(2)  directs  the 
Office  to  prescribe  regulations  establishing  the  circumstances 
that  constitute  a  failure  of  the  applicant  to  engage  in  reasonable 
efforts  to  conclude  processing  or  examination  of  an  applica- 
tion. 

Section  4402  of  the  American  Inventors  Protection  Act  of  1999 
also  amends  35  U.S.C.  154(b)(3)  to  estabhsh  procedures  for 
patent  term  adjustment  determinations.  35  U.S.C.  154(b)(3) 
directs  the  Office  to  prescribe  regulations  establishing  proce- 
dures for  the  application  for  and  determination  of  patent  term 
adjustment  under  35  U.S.C.  154(b).  35  U.S.C.  154(b)(3), 
however,  requires  the  Office  to:  (1)  make  a  patent  term 
adjustment  determination  and  transmit  a  notice  of  that  deter- 
mination with  the  notice  of  allowance;  and  (2)  provide  the 
applicant  with  one  opportunity  to  request  reconsideration  of 
that  patent  term  adjustment  determination.  35  U.S.C.  154(b)(3) 
also  provides  that  the  Office  shall  reinstate  all  or  part  of  the 
cumulative  period  of  time  of  an  adjustment  reduced  under  35 
U.S.C.  154(b)(2)(C)  (for  failure  to  reply  to  a  notice  of  any 
rejection,  objection,  argument,  or  other  request  within  three 
months  of  the  date  the  notice  was  mailed  or  given)  if,  prior  to 
issuance  of  the  patent,  the  applicant  makes  a  showing  that,  in 
spite  of  all  due  care,  the  applicant  was  unable  to  reply  within 
the  three-month  period,  except  that  the  Office  may  not  reinstate 
more  than  three  additional  months  for  each  reply  beyond  the 
original  three-month  period.  Section  4402  of  the  American 
Inventors  Protection  Act  of  1999  also  amends  35  U.S.C. 
154(b)(3)  to  provide  that  the  Office  shall  proceed  to  grant  the 
patent  after  completing  its  patent  term  adjustment  determina- 
tion and  amends  35  U.S.C.  154(b)(4)  to  provide  for  judicial 
review  in  the  event  that  the  applicant  is  dissatisfied  with  that 
patent  term  adjustment  determination. 

Section  4405(a)  of  the  American  Inventors  Protection  Act  of 
1999  provides  that  4402  shall  take  effect  on  the  date  that  is  six 
months  after  the  date  of  enactment  of  the  American  Inventors 
Protection  Act  of  1999  (May  29,  2000)  and  shall  apply  to  any 
application  (other  than  for  a  reissue  or  design)  filed  on  or  after 
the  date  that  is  six  months  after  the  date  of  enactment  of  the 
American  Inventors  Protection  Act  of  1999  (May  29,  2000). 
Therefore,  patents  (other  than  reissue  or  design)  issued  on 
applications  filed  on  or  after  June  8,  1995,  but  before  May  29, 
2000,  are  subject  to  the  patent  term  extension  provisions  of  35 
U.S.C.  154(b)  as  amended  by  §  532(a)(1)  of  Pub.  L.  103-465 
and  1.701,  whereas  patents  (other  than  reissue  or  design) 
issued  on  applications  filed  on  or  after  May  29,  2000,  are 
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subject  to  the  patent  term  adjustment  provisions  of  35  U.S.C. 
154(b)  as  amended  by  §  4402  of  the  American  Inventors 
Protection  Act  of  1999. 

The  filing  date  of  a  continued  prosecution  application  (CPA) 
under  §  1.53(d)  is  the  date  that  the  request  for  CPA  is  filed  (§ 
1.53(d)(2)),  even  though  the  Office  uses  the  filing  date  of  the 
prior  application  for  identification  purposes.  Therefore,  the 
patent  term  adjustment  provisions  of  35  U.S.C.  154(b)  as 
amended  by  §  4402  of  the  American  Inventors  Protection  Act 
of  1999  apply  to  any  CPA  filed  on  or  after  May  29,  2000, 
regardless  of  the  filing  date  of  the  prior  application  of  the  CPA. 
While  an  applicant  may  file  a  continuing  application  under 
1.53(b)  on  or  after  May  29,  2000,  for  the  application  to  be 
subject  to  the  patent  term  adjustment  provisions  of  35  U.S.C. 
154(b)  as  amended  by  §  4402  of  the  American  Inventors 
Protection  Act  of  1999,  an  applicant  need  only  file  a  CPA  under 
§  1.53(d)  on  or  after  May  29,  2000,  for  the  application  to  be 
subject  to  the  patent  term  adjustment  provisions  of  35  U.S.C. 
154(b)  as  amended  by  §  4402  of  the  American  Inventors 
Protection  Act  of  1999.  The  filing  of  a  CPA  on  or  after  May  29, 
2000,  does  not,  however,  entitle  an  applicant  to  receive  term 
adjustment  for  Office  delays  before  the  filing  date  of  the  CPA 
(i.e.,  before  May  29,  2000). 

The  Office  published  a  notice  proposing  changes  to  the  rules  of 
practice  to  implement  the  provisions  of  §  4402  of  the  American 
Inventors  Protection  Act  of  1999.  See  Changes  to  Implement 
Patent  Term  Adjustment  Under  Twenty- Year  Patent  Term. 
Notice  of  Proposed  Rulemaking,  65  FR  17215  (Mar.  31,  2000), 
1233  Off.  Gaz.  Pat.  Office  109  (Apr.  25,  2000)  (notice  of 
proposed  rulemaking).  This  final  rule  adopts  changes  to  the 
rules  of  practice  to  implement  the  provisions  of  §  4402  of  the 
American  Inventors  Protection  Act  of  1999. 

Section  4732  of  the  American  Inventors  Protection  Act  of  1999 
changed  (among  other  things)  the  title  "Commissioner"  to 
"Director."  The  title  "Commissioner,"  however,  is  not  being 
changed  to  "Director"  where  it  appears  in  the  rules  of  practice 
involved  in  this  final  rule  because  legislation  is  pending  before 
Congress  that  (if  enacted)  would  restore  the  former  title 
"Commissioner."  See  Intellectual  Property  Technical  Amend- 
ments Act  of  2000,  H.R.  4870,  106th  Cong.  (2000). 

Discussion  of  Specific  Rules 

Sections  1.18(e)  and  (f)  are  added  to  set  forth  the  fees  for  filing 
an  application  for  patent  term  adjustment  under  §  1.705,  and 
for  fifing  a  request  for  reinstatement  of  all  or  part  of  the  term 
reduced  pursuant  to  §  1.704(b)  in  an  application  for  patent  term 
adjustment  under  §  1.705.  The  fees  in  §  1.18(e)  and  (f)  are  set 
to  recover  the  estimated  average  cost  to  the  Office  for 
processing  and  evaluating  an  application  for  patent  term 
adjustment  under  1.705,  and  for  processing  and  evaluating  a 
request  under  35  U.S.C.  154(b)(3)(C)  for  reinstatement  of  the 
term  reduced  under  35  U.S.C.  154(b)(2)(C),  respectively.  See 
35  U.S.C.  41(d). 

Section  1.18(e)  is  added  to  provide  a  $200  fee  for  fifing  an 
appUcation  for  patent  term  adjustment  under  §  1.705.  An 
application  for  patent  term  adjustment  under  §  1.705(b) 
requires  the  Office  to  calculate  the  appUcable  patent  term 
adjustment  to  determine  the  correct  patent  term  adjustment. 
Handling  such  applications  for  patent  term  adjustment  will 
involve  careful  record  review  and  date  calculation,  but  not  a 
great  deal  of  legal  analysis.  The  Office  expects  them  to  be  as 
burdensome  as  petitions  of  medium  level  complexity.  Based 
upon  activity-based  cost  estimates  (using  the  costs  of  treating 
similar  petitions,  that  is,  petitions  of  medium  level  burden),  a 
$200  fee  was  determined  to  be  the  appropriate  fee  amount  for 
cost-recovery  as  provided  for  in  35  U.S.C.  41(d). 

Section  1.18(f)  is  added  to  provide  a  $400  fee  for  fifing  a 
request  for  reinstatement  of  all  or  part  of  the  term  reduced 
pursuant  to  §  1.704(b)  in  an  application  for  patent  term 
adjustment  under  §  1.705.  The  request  for  reinstatement 
provided  for  in  §  1.705(c)  requires  the  Office  to  evaluate  the 
merits  of  the  applicant's  showing  that  at  least  one  delay 
occurred  in  spite  of  all  due  care.  Evaluating  such  "due  care" 
showings  is  expected  to  be  as  burdensome  as  evaluating  the 
"unavoidable"  delay  petitions  provided  for  in  §§  1.137(a)  and 
1.378(b),  which  are  some  of  the  most  burdensome  petitions. 
Thus,  based  upon  activity-based  cost  estimates  (using  the  costs 


of  treating  "unavoidable"  delay  petitions),  a  $400  fee  was 
determined  to  be  the  appropriate  fee  amount  for  cost-recovery 
as  provided  for  in  35  U.S.C.  41(d). 

The  Office  initially  proposed  a  $450  fee  for  filing  a  request  for 
reinstatement  of  all  or  part  of  the  term  reduced  pursuant  to  § 
1.704(b)  in  an  appfication  for  patent  term  adjustment  under  § 
1.705.  The  Office,  however,  has  since  further  refined  its  cost 
estimates  for  processing  and  evaluating  such  requests  for 
reinstatement  and  has  determined  that  $400  is  the  appropriate 
fee  amount  for  cost-recovery  as  provided  for  in  35  U.S.C. 
41(d). 

Subpart  F  of  37  CFR  Part  1  is  amended  to  include  a  first 
undesignated  center  heading  to  read  "ADJUSTMENT  OF 
PATENT  TERM  DUE  TO  EXAMINATION  DELAY"  fol- 
lowed by  an  amended  §  1.701  and  newly  added  §§  1.702 
through  1.705  concerning  patent  term  adjustment  under  35 
U.S.C.  154(b),  and  a  second  undesignated  center  heading  to 
read  "EXTENSION  OF  PATENT  TERM  DUE  TO  REGULA- 
TORY REVIEW"  followed  by  current  1.710  et  seq.  concerning 
patent  term  extension  under  35  U.S.C.  156. 

Section  1.701  is  amended  by  revising  its  heading  to  indicate 
that  its  provisions  concern  the  patent  term  extension  provisions 
of  the  Uruguay  Round  Agreements  Act  (Pub.  L.  103-  465),  and 
to  add  a  paragraph  (e)  to  specify  that  the  provisions  of  §  1.701 
apply  only  to  original  patents  issued  on  applications  filed  on  or 
after  June  8,  1995,  and  before  May  29,  2000.  As  discussed 
above,  the  provisions  of  35  U.S.C.  154(b)  as  amended  bv  § 
532(a)(1)  of  Pub.  L.  103-465  and  1.701  apply  to  applications 
(other  than  for  a  reissue  or  design  patent)  filed  on  or  after  June 
8,  1995,  but  before  May  29,  2000,  and  the  provisions  of  4402 
of  the  American  Inventors  Protection  Act  of  1999  and  §§1 .702 
through  1 .705  apply  to  applications  (other  than  for  a  reissue  or 
design  patent)  filed  on  or  after  May  29,  2000. 

Section  1.702  is  added  to  set  forth  the  bases  for  patent  term 
adjustment  under  35  U.S.C.  154(b)(1).  Section  1.702(a)  indi- 
cates that  a  patent  is  entitled  to  patent  term  adjustment  if  the 
Office  fails  to  perform  certain  acts  of  examination  within 
specified  time  frames  (35  U.S.C.  154(b)(1)(A)).  Section 
1.702(b)  indicates  that  a  patent  is  entitled  to  patent  term 
adjustment  if,  subject  to  a  number  of  limitations,  the  Office 
fails  to  issue  a  patent  within  three  years  of  the  actual  filing  date 
of  the  appfication  (35  U.S.C.  154(b)(1)(B)).  Section  1.702(c) 
indicates  that  a  patent  is  entitled  to  patent  term  adjustment  if 
the  issuance  of  the  patent  was  delayed  by  an  interference 
proceeding  (35  U.S.C.  154(b)(l)(C)(i)).  Section  1.702(d)  indi- 
cates that  a  patent  is  entitled  to  patent  term  adjustment  if  the 
issuance  of  the  patent  was  delayed  by  the  appfication  being 
placed  under  a  secrecy  order  under  35  U.S.C.  181  (35  U.S.C. 
154(b)(l)(C)(n)).  Section  1.702(e)  indicates  that  a  patent  is 
entitled  to  patent  term  adjustment  if  the  issuance  of  the  patent 
was  delayed  by  successful  appellate  review  under  35  U.S.C. 
134,  141,  or  145  (35  U.S.C.  154(b)(l)(C)(iii)).  Section  1.702(f) 
provides  that  the  provisions  of  §§  1.702  through  1.705  apply 
only  to  original  (i.e.,  non-reissue)  applications,  except  appfi- 
cations  for  a  design  patent,  filed  on  or  after  May  29,  2000,  and 
patents  issued  on  such  appfications. 

Section  1.703  specifies  the  period  of  adjustment  if  a  patent  is 
entitled  to  patent  term  adjustment  under  35  U.S.C.  154(b)(1) 
and  §  1.702.  When  a  period  is  indicated  (in  §  1.703  or  1.704) 
as  "beginning"  on  a  particular  day,  that  day  is  included  in  the 
period,  in  that  such  day  is  "day  one"  of  the  period  and  not  "day 
zero."  For  example,  a  period  beginning  on  April  1  and  ending 
on  April  10  is  ten  (and  not  nine)  days  in  length. 

35  U.S.C.  154(b)(1)(A)  and  (B)  provide  for  an  adjustment  of 
one  day  for  each  day  after  the  end  of  the  period  set  forth  in  35 
U.S.C.  154(b)(l)(A)(i),  (ii),  (iu),  (iv),  and  (B)  until  the 
prescribed  action  is  taken,  whereas  35  U.S.C.  154(b)(1)(C) 
provides  for  an  adjustment  of  one  day  for  each  day  of  the 
pendency  of  the  proceeding,  order,  or  review  prescribed  in  35 
U.S.C.  154(b)(l)(C)(i)  through  (iii).  Therefore,  the  end  of  the 
period  set  forth  in  §§  1.703(a)  and  1.703(b)  (which  correspond 
to  35  U.S.C.  154(b)(1)(A)  and  (B))  is  "day  zero"  (not  "day 
one")  as  to  the  period  of  adjustment,  whereas  the  first  day  of 
the  proceeding,  order,  or  review  set  forth  in  §§  1.703(c), 
1.703(d),  and  1.703(e)  (which  correspond  to  35  U.S.C. 
154(b)(l)(C)(i)  through  (in))  is  "day  one"  of  the  period  of 
adjustment. 
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Section  1.703(a)  pertains  to  35  U.S.C.  154(b)(1)(A)  and 
indicates  that  the  period  of  adjustment  under  §  1.702(a)  is  the 
sum  of  the  periods  specified  in  1.703(a)(1)  through  § 
1.703(a)(6). 

Section  1.703(a)(1)  pertains  to  the  provisions  of  35  U.S.C. 
154(b)(l)(A)(i).  Section  1.703(a)(1)  specifies  that  the  period  is 
the  number  of  days,  if  any.  beginning  on  the  date  after  the  day 
that  is  fourteen  months  after  the  date  on  which  the  application 
was  filed  under  35  U.S.C.  111(a)  or  fulfilled  the  requirements 
of  35  U.S.C.  371  in  an  international  application  and  ending  on 
the  mailing  date  of  either  an  action  under  35  U.S.C.  132,  or  a 
notice  of  allowance  under  35  U.S.C.  151,  whichever  occurs 
first.  A  written  restriction  requirement,  a  written  election  of 
species  requirement,  a  requirement  for  information  under  § 
1 .  105,  an  action  under  Ex  parte  Ouayle.  1935  Comm'r  Dec.  1 1 
(1935),  and  a  notice  of  allowability  (PTOL-37)  are  each  an 
action  issued  as  a  result  of  the  examination  conducted  pursuant 
to  35  U.S.C.  131.  As  such,  each  of  these  OflBce  actions  is  a 
notification  under  35  U.S.C.  132.  Office  notices  and  letters 
issued  as  part  of  the  pre-examination  processing  of  an  appli- 
cation are  not  notices  issued  as  a  result  of  an  examination 
conducted  pursuant  to  35  U.S.C.  131,  and  thus  are  not 
notifications  under  35  U.S.C.  132.  Examples  of  such  notices 
are:  a  Notice  of  Incomplete  Nonprovisional  Application  (PTO- 
1123),  a  Notice  of  Omitted  Item(s)  in  a  Nonprovisional 
Application  (PTO-1669),  a  Notice  to  File  Missing  Parts  of 
Application  (PTO-1533),  a  Notice  of  Informal  Apphcation 
(FrO-152),  a  Notice  to  File  Corrected  Application  Papers 
Filing  Date  Granted  (PTO-1660),  or  a  Notice  to  Comply  with 
Requirements  for  Patent  Applications  Containing  Nucleotide 
Sequence  and/or  Amino  Acid  Sequence  Disclosures  (PTO- 
1661). 

Section  1.703(a)(2)  pertains  to  the  provisions  of  35  U.S.C. 
154(b)(l)(A)(ii).  Section  1.703(a)(2)  specifies  that  the  period 
is  the  number  of  days,  if  any,  beginning  on  the  day  after  the 
date  that  is  four  months  after  the  date  a  reply  under  §  1.111  was 
filed  and  ending  on  the  mailing  date  of  either  an  action  under 
35  U.S.C.  132,  or  a  notice  of  allowance  under  35  U.S.C.  151, 
whichever  occurs  first. 

Section  1.703(a)(3)  also  pertains  to  the  provisions  of  35  U.S.C. 
154(b)(l)(A)(ii).  Section  1.703(a)(3)  specifies  that  the  period 
is  the  number  of  days,  if  any,  beginning  on  the  day  after  the 
date  that  is  four  months  after  the  date  a  reply  in  compliance 
with  1§  .113(c)  was  filed  and  ending  on  the  date  of  mailing  of 
either  an  action  under  35  U.S.C.  132,  or  a  notice  of  allowance 
under  35  U.S.C.  151,  whichever  occurs  first.  A  reply  under  § 
1.113  is  a  reply  to  a  final  Office  action,  and  a  reply  in 
compliance  with  §  1.113  is  a  reply  that  cancels  all  of  the 
rejected  claims  and  removes  all  outstanding  objections  and 
requirements  or  otherwise  places  the  application  in  condition 
for  allowance.  Any  amendment  after  final  that  does  not  cancel 
all  of  the  rejected  claims  and  remove  all  outstanding  objections 
and  requirements  or  otherwise  place  the  application  in  condi- 
tion for  allowance  is  not  a  reply  in  compliance  with  §  1.113(c). 

Section  1.703(a)(4)  also  pertains  to  the  provisions  of  35  U.S.C. 
154(b)(l)(A)(ii).  Section  1.703(a)(4)  specifies  that  the  period 
is  the  number  of  days,  if  any,  beginning  on  the  day  after  the 
date  that  is  four  months  after  the  date  an  appeal  brief  in 
compliance  with  §  1.192  was  filed  and  ending  on  the  mailing 
date  of  any  of  an  examiner's  answer  under  §  1.193,  an  action 
under  35  U.S.C.  132,  or  a  notice  of  allowance  under  35  U.S.C. 
151,  whichever  occurs  first.  As  discussed  below,  the  phrase 
"the  date  on  which"  an  "appeal  was  taken"  in  35  U.S.C. 
154(b)(l)(A)(ii)  means  the  date  on  which  an  appeal  brief  (and 
not  a  notice  of  appeal)  was  filed.  The  phrase  "appeal  brief  in 
comphance  with  §  1.192"  requires  that:(l)  the  appeal  brief  fee 
(  1.17(c))  be  paid  (  §  1.192(a));  and  (2)  the  appeal  brief 
complies  with  §  1.192(c)(1)  through  (c)(9). 

Section  1.703(a)(5)  pertains  to  the  provisions  of  35  U.S.C. 
154(b)(l)(A)(iii).  Section  1.703(a)(5)  specifies  that  the  period 
is  the  number  of  days,  if  any,  beginning  on  the  day  after  the 
date  that  is  four  months  after  the  date  of  a  final  decision  by  the 
Board  of  Patent  Appeals  and  Interferences  or  by  a  Federal 
court  in  an  appeal  under  35  U.S.C.  141  or  a  civil  action  under 
35  U.S.C.  145  or  146,  where  at  least  one  allowable  claim 
remains  in  the  application  and  ending  on  the  mailing  date  of 
either  an  action  under  35  U.S.C.  132,  or  a  notice  of  allowance 
under  35  U.S.C.  151,  whichever  occurs  first. 


For  a  Board  of  Patent  Appeals  and  Interferences  decision  to  be 
a  "decision  by  the  Board  of  Patent  Appeals  and  Interferences 
under  [35  U.S.C]  134"  within  the  meaning  of  35  U.S.C. 
154(b)(l)(A)(iii)  (and  §  1.703(a)(5)),  the  decision  must  sustain 
or  reverse  the  rejection(s)  of  the  claim(s)  on  appeal.  For  a 
Board  of  Patent  Appeals  and  Interferences  decision  to  be  a 
"decision  by  the  Board  of  Patent  Appeals  and  Interferences 
under  [35  U.S.C]  135"  within  the  meaning  of  35  U.S.C 
154(b)(l)(A)(iii)  (and  §  1.703(a)(5)),  the  decision  must  include 
a  decision  on  the  patentability  of  the  claims  or  priority  of 
invention.  A  remand  or  other  administrative  order  by  the  Board 
of  Patent  Appeals  and  Interferences  (even  if  by  a  merits  panel) 
is  not  a  "decision"  within  the  meaning  of  35  U.S.C 
154(b)(l)(A)(iii)  (and  §  1.703(a)(5)). 

The  phrase  "final  decision"  in  §  1.703(a)(5)  means  that:  (1)  the 
decision  is  the  last  decision  in  the  review  by  the  Board  of 
Patent  Appeals  and  Interferences  (or  by  a  Federal  court);  and 
(2)  the  decision  does  not  require  further  action  by  the  applicant 
to  avoid  termination  of  proceedings  as  to  the  rejected  claims. 
Thus,  a  Board  of  Patent  Appeals  and  Interferences  decision 
containing  a  new  ground  of  rejection  under  §  1.196(b)  requires 
action  by  the  applicant  to  avoid  termination  of  proceedings  as 
to  the  rejected  claims  and  is  thus  not  considered  a  "final 
decision"  for  purposes  of  §  1.703(a)(5).  The  phrase  "final 
decision,"  however,  does  not  require  that  the  decision  be  final 
for  purposes  of  judicial  review  (e.g.,  a  Board  of  Patent  Appeals 
and  Interferences  decision  reversing  the  rejection  of  all  of  the 
claims  on  appeal  is  not  "final"  for  purposes  of  judicial  review, 
but  (absent  a  subsequent  decision  by  the  Board  of  Patent 
Appeals  and  Interferences)  is  a  "final  decision"  for  purposes  of 
§  1.703(a)(5)). 

The  phrase  "allowable  claims  remain  in  the  application"  for 
purposes  of  35  U.S.C.  154(b)(l)(A)(iii)  means  that  after  the 
decision  there  is  at  least  one  pending  claim  (for  purposes  of 
statutory  construction,  "words  importing  the  plural  include  the 
singular"  (1  U.S.C  1))  that  is  not  withdrawn  from  consider- 
ation and  is  not  subject  to  a  rejection,  objection,  or  other 
requirement.  This  applies  in  the  following  situations:  (1)  at 
least  one  claim  is  allowable  (not  merely  objected  to)  at  the  time 
the  examiner's  answer  is  mailed  and  is  not  canceled  before,  or 
made  subject  to  a  rejection  as  a  result  of,  the  appellate  review; 
or  (2)  when  all  of  the  rejections  applied  to  at  least  one  claim  are 
reversed,  and  such  claim  is  not  made  subject  to  a  rejection,  as 
a  result  of  the  appellate  review.  For  example: 

(1)  If  claims  1  and  2  (both  independent)  are  pending,  the 
decision  affirms  the  rejection  of  claim  1,  and  claim  2  was 
indicated  as  allowable  prior  to  the  appeal,  "allowable  claims 
remain  in  the  application"  for  purposes  of  35  U.S.C. 
154(b)(l)(A)(iii). 

(2)  If  claims  1  and  2  are  pending,  the  decision  afl&rms  the 
rejection  of  claim  1,  and  claim  2  was  objected  to  by  the 
examiner  prior  to  the  appeal  as  being  allowable  except  for  its 
dependency  from  claim  1 ,  "allowable  claims"  do  not  "remain 
in  the  application"  for  purposes  of  35  U.S.C.  154(b)(l)(A)(iii) 
(claim  2  is  not  allowable  because  there  is  an  outstanding 
objection  to  it). 

(3)  If  claims  1  and  2  are  pending,  the  decision  affirms  the 
rejection  of  claim  1  and  reverses  the  rejection  of  claim  2, 
"allowable  claims  remain  in  the  application"  for  purposes  of 
35  U.S.C.  154(b)(l)(A)(iii)  (claim  2  is  "allowable"  within  the 
meaning  of  §  1.703(a)(5)  because  there  is  no  outstanding 
objection  or  requirement  as  to  it  until  the  examiner  issues  a 
notice  under  section  1214.06,  paragraph  (I)(B)  of  the  Manual 
of  Patent  Examining  Procedure  (7th  ed.l998)  (Rev.  1,  Feb. 
2000)  (MPEP)). 

Section  1.703(a)(6)  pertains  to  the  provisions  of  35  U.S.C. 
154(b)(l)(A)(iv).  Section  1.703(a)(6)  specifies  that  the  period 
is  the  number  of  days,  if  any,  beginning  on  the  day  after  the 
date  that  is  four  months  after  the  date  the  issue  fee  was  paid 
and  all  outstanding  requirements  were  satisfied  and  ending  on 
the  date  the  patent  was  issued.  The  date  the  issue  fee  was  paid 
and  all  outstanding  requirements  were  satisfied  is  the  later  of 
the  date  the  issue  fee  was  paid  or  the  date  all  outstanding 
requirements  were  satisfied.  If  prosecution  in  an  application  is 
reopened  after  allowance  (see  MPEP  1308),  all  outstanding 
requirements  are  not  satisfied  until  the  application  is  again  in 
condition  for  allowance  as  indicated  by  the  issuance  of  a  new 
notice  of  allowance  under  35  U.S.C.  151  (see  MPEP  1308). 
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Section  1.703(b)  pertains  to  the  provisions  of  35  U.S.C. 
154(b)(1)(B).  Section  1.703(b)  indicates  that  the  period  of 
adjustment  under  §  1.702(b)  is  the  number  of  days,  if  any,  in 
the  period  beginning  on  the  day  after  the  date  that  is  three  years 
after  the  actual  filing  date  of  the  application  and  ending  on  the 
date  a  patent  was  issued.  Section  1.703(b)  also  sets  forth  the 
limitations  on  patent  term  adjustment  specified  in  35  U.S.C. 
154(b)(l)(B)(i)  and  (ii).  Section  1.703(b)  specifically  provides 
that  the  period  of  adjustment  of  the  term  of  a  patent  under  § 
1.703(b)  shall  not  include  the  period  equal  to  the  sum  of  the 
following  periods:  (1)  the  period  of  pendency  consumed  by 
continued  examination  of  the  application  under  35  U.S.C. 
132(b)  (35  U.S.C.  154(b)(l)(B)(i));  (2)  the  period  of  pendency 
consumed  by  interference  proceedings  (35  U.S.C. 
154(b)(l)(B)(ii));  (3)  the  period  of  pendency  consumed  by 
imposition  of  a  secrecy  order  (35  U.S.C.  154(b)(l)(B)(ii));  and 
(4)  the  period  of  pendency  consumed  by  appellate  review 
under  35  U.S.C.  134,  141,  145,  whether  successful  or  unsuc- 
cessful (35  U.S.C.  154(b)(l)(B)(ii)).  The  provisions  of  35 
U.S.C.  154(b)(l)(B)(iii)  concerning  the  period  of  pendency 
consumed  by  delays  in  the  processing  of  the  application 
requested  by  the  applicant  are  treated  in  §  1.704  as  such  delays 
are  also  circumstances  constituting  a  failure  of  an  apphcant  to 
engage  in  reasonable  efforts  to  conclude  processing  or  exami- 
nation of  an  application. 

Section  1.703(c)  pertains  to  the  provisions  of  35  U.S.C. 
154(b)(l)(C)(i).  Section  §  1.703(c)  indicates  that  the  period  of 
adjustment  under  §  1.702(c)  is  the  sum  of  the  following 
periods  (to  the  extent  that  such  periods  are  not  overlapping): 
(1)  the  number  of  days,  if  any,  in  the  period  beginning  on  the 
date  an  interference  was  declared  or  redeclared  to  involve  the 
application  in  the  interference  and  ending  on  the  date  that  the 
interference  was  terminated  with  respect  to  the  application; 
and  (2)  the  number  of  days,  if  any,  in  the  period  beginning  on 
the  date  prosecution  in  the  apphcation  was  suspended  by  the 
Office  due  to  interference  proceedings  under  35  U.S.C.  135(a) 
not  involving  the  apphcation  and  ending  on  the  date  of  the 
termination  of  the  suspension. 

Section  1.703(d)  pertains  to  the  provisions  of  35  U.S.C. 
154(b)(l)(C)(ii).  Section  1.703(d)  indicates  that  the  period  of 
adjustment  under  §  1.702(d)  is  the  sum  of  the  following 
periods  (to  the  extent  that  such  periods  are  not  overlapping): 
(1)  the  number  of  days,  if  any,  the  apphcation  was  maintained 
in  a  sealed  condition  under  35  U.S.C.  181;  (2)  the  number  of 
days,  if  any,  in  the  period  beginning  on  the  date  of  mailing  of 
an  examiner's  answer  under  §  1.193  in  the  application  under 
secrecy  order  and  ending  on  the  date  the  secrecy  order  was 
removed;  (3)  the  number  of  days,  if  any,  in  the  period 
beginning  on  the  date  applicant  was  notified  that  an  interfer- 
ence would  be  declared  but  for  the  secrecy  order  and  ending  on 
the  date  the  secrecy  order  was  removed;  and  (4)  the  number  of 
days,  if  any,  in  the  period  beginning  on  the  date  of  notification 
under  §  5.3(c)  and  ending  on  the  date  of  mailing  of  the  notice 
of  allowance  under  35  U.S.C.  151  and  §  1.311. 

Section  1.703(e)  pertains  to  the  provisions  of  35  U.S.C. 
154(b)(l)(C)(iii).  Section  1.703(e)  indicates  that  the  period  of 
adjustment  under  §  1.702(e)  is  the  sum  of  the  number  of  days, 
if  any,  in  the  period  beginning  on  the  date  on  which  a  notice  of 
appeal  to  the  Board  of  Patent  Appeals  and  Interferences  was 
filed  under  35  U.S.C.  134  and  §  1.191  and  ending  on  the  date 
of  a  final  decision  in  favor  of  the  applicant  by  the  Board  of 
Patent  Appeals  and  Interferences  or  by  a  Federal  court  in  an 
appeal  under  35  U.S.C.  141  or  a  civil  action  under  35  U.S.C. 
145.  The  phrase  "in  which  the  patent  was  issued  under  a 
decision  in  the  review  reversing  an  adverse  determination  of 
patentabiUty"  (a  final  decision  in  favor  of  the  applicant)  in  35 
U.S.C.  154(b)(l)(C)(iii)  requkes  a  Board  of  Patent  Appeals 
and  Interferences  or  Federal  court  decision  in  the  review  that 
reverses  all  of  the  rejections  of  at  least  one  claim  and  that  such 
claim  is  not  subject  to  a  rejection  under  §  1.196(b).  For 
example: 

(1)  If  claims  1  and  2  are  pending,  claim  1  stands  rejected 
under  35  U.S.C.  103  and  claim  2  was  indicated  as  allowable 
prior  to  the  appeal,  the  rejection  of  claim  1  under  35  U.S.C. 
103  is  affirmed,  and  a  patent  is  issued  (containing  claim  2),  the 
patent  was  not  issued  under  a  decision  in  the  review  reversing 
an  adverse  determination  of  patentability. 

(2)  If  claims  1  and  2  are  pending,  claims  1  and  2  stand 
rejected  under  35  U.S.C.  103,  as  well  as  35  U.S.C.  112,  ^  2,  the 
rejection  of  claims  1  and  2  under  35  U.S.C.  103  is  affirmed  but 


the  rejection  of  claims  1  and  2  under  35  U.S.C.  112,  ^  2,  is 
reversed,  and  a  patent  is  issued  as  a  result  of  continued 
examination  under  the  provisions  of  35  U.S.C.  132(b)  and  § 
1.114,  the  patent  was  not  issued  under  a  decision  in  the  review 
reversing  an  adverse  determination  of  patentability. 

(3)  If  claims  1  and  2  are  pending,  claims  1  and  2  stand 
rejected  under  35  U.S.C.  102,  the  rejection  of  claims  1  and  2 
under  35  U.S.C.  102  is  reversed,  and  the  decision  by  the  Board 
of  Patent  Appeals  and  Interferences  enters  a  new  ground  of 
rejection  of  claims  1  and  2  under  35  U.S.C.  103  (§  1.196(b)), 
and  a  patent  is  issued  as  a  result  of  further  prosecution  before 
the  examiner,  the  patent  was  not  issued  under  a  decision  in  the 
review  reversing  an  adverse  determination  of  patentabihty. 

(4)  If  claims  1  and  2  are  pending,  claims  1  and  2  stand 
rejected  under  35  U.S.C.  103,  the  rejection  of  claim  1  under  35 
U.S.C.  103  is  affirmed  but  the  rejection  of  claim  2  under  35 
U.S.C.  103  is  reversed,  and  a  patent  is  issued  (containing  claim 
2),  the  patent  was  issued  under  a  decision  in  the  review 
reversing  an  adverse  determination  of  patentability. 

The  Committee  Reports  for  the  predecessors  of  the  American 
Inventors  Protection  Act  of  1999  in  the  105th  Congress  (the 
21st  Century  Patent  System  Improvement  Act,  H.R.  400,  105th 
Cong.  (1997),  and  The  Omnibus  Patent  Act  of  1997,  S.  507, 
105th  Cong.  (1997))  indicate  that  the  Office  should  not 
determine  whether  "the  patent  was  issued  under  a  decision  in 
the  review  reversing  an  adverse  determination  of  patentability" 
in  a  mechanistic  way,  but  should  consider  the  particulars  of 
each  application  after  an  appeal  to  determine  whether  patent 
term  adjustment  (restoration)  is  appropriate.  See  H.R.  Rep.  No. 
105-39,  at  66-67  (1997),  and  S.  Rep.  No.  105-42,  at  102-03 
(1997).  Nevertheless,  this  language  cannot  be  reUed  upon  in 
interpreting  the  phrase  "the  patent  was  issued  under  a  decision 
in  the  review  reversing  an  adverse  determination  of  patentabil- 
ity" because:(l)  while  H.R.  400  was  passed  by  the  House  of 
Representatives  on  April  23,  1997,  neither  H.R.  400  nor  S.  507 
were  enacted  into  law;  and  (2)  this  language  is  not  contained  in 
the  section-by-section  analysis  of  the  American  Inventors 
Protection  Act  of  1999  or  the  Conmiittee  or  Conference 
Reports  for  its  predecessors  (the  Intellectual  Property  and 
Communications  Omnibus  Reform  Act  of  1999,  H.R.  1554, 
106th  Cong.  (1999),  and  the  American  Inventors  Protection 
Act  of  1999,  H.R.  1907,  106th  Cong.  (1999))  in  the  106th 
Congress.  See  145  Cong.  Rec.  S  14,708-26  (1999)(daily  ed. 
Nov.  17,  1999),  H.R.  Conf.  Rep.  No.  106-464  (1999),  and  H.R. 
Rep.  No.  106-287  (1999). 

As  discussed  below,  the  Office  must  make  its  patent  term 
adjustment  determinations  by  a  computer  program  that  uses 
the  information  recorded  in  the  Office's  automated  patent 
application  information  system  (the  Patent  Application  Loca- 
tion and  Monitoring  system  or  PALM  system).  Thus,  the  Office 
must  determine  whether  the  Board  of  Patent  Appeals  and 
Interferences  (or  court)  decision  was  of  a  nature  such  that  "the 
patent  was  issued  under  a  decision  in  the  review  reversing  an 
adverse  determination  of  patentability"  under  35  U.S.C. 
154(b)(l)(C)(iii)  from  information  concerning  the  decision 
susceptible  of  being  recorded  in  the  PALM  system  (rather  than 
by  a  case-by-case  review  of  each  decision). 

Section  1 .703(f)  indicates  that  the  adjustment  will  run  from  the 
expiration  date  of  the  patent  as  set  forth  in  35  U.S.C.  154(a)(2). 
Section  1.703(f)  also  indicates  that  to  the  extent  that  periods  of 
adjustment  attributable  to  the  grounds  specified  in  §  1.702 
overlap,  the  period  of  adjustment  will  not  exceed  the  actual 
number  of  days  the  issuance  of  the  patent  was  delayed  (35 
U.S.C.  154(b)(2)(A)).  Section  1.703(f)  also  specifically  indi- 
cates that  the  term  of  a  patent  entitled  to  adjustment  under  § 
1.702  and  this  section  shall  be  adjusted  for  the  sum  of  the 
periods  calculated  under  §  1.703(a)  through  (e),  to  the  extent 
that  such  periods  are  not  overlapping,  less  the  sum  of  the 
periods  calculated  under  §  1.704.  Section  1.703(f)  also  pro- 
vides that  the  date  indicated  on  any  certificate  of  maihng  or 
transmission  under  §  1.8  shall  not  be  taken  into  account  in  this 
calculation.That  is,  while  the  date  indicated  on  any  certificate 
of  mailing  or  transmission  under  §1.8  will  continue  to  be  taken 
into  account  in  determining  timeliness,  the  date  of  filing  (  § 
1.6)  will  be  the  date  used  in  a  patent  term  adjustment 
calculation.  Applicant  may  wish  to  consider  the  use  of  the 
"Express  Mail  Post  Office  to  Addressee"  service  of  the  United 
States  Postal  Service  (§  1.10)  or  facsimile  transmission  (§ 
1.6(d))  for  replies  to  be  accorded  the  earliest  possible  fifing 
date  for  patent  term  adjustment  calculations. 
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Section  1.703(g)  indicates  that  no  patent,  the  term  of  which  has 
been  disclaimed  beyond  a  specified  date,  shall  be  adjusted 
under  §§  1.702  and  1.703  beyond  the  expiration  date  specified 
in  the  disclaimer  (35  U.S.C.  154(b)(2)(B)). 

Section  1.704  implements  the  provisions  of  35  U.S.C. 
154(b)(2)(C).  35  U.S.C.  154(b)(2)(C)  specifies  certain  circum- 
stances as  constituting  a  failure  of  an  applicant  to  engage  in 
reasonable  efforts  to  conclude  processing  or  examination  of  an 
application  and  also  provides  for  the  Office  to  prescribe 
regulations  establishing  circumstances  that  constitute  a  failure 
of  an  apphcant  to  engage  in  reasonable  efforts  to  conclude 
processing  or  examination  of  an  application. 

Section  1.704(a)  implements  the  provisions  of  35  U.S.C. 
154(b)(2)(C)(i)  and  indicates  that  the  period  of  adjustment 
shall  be  reduced  by  a  period  equal  to  the  period  of  time  during 
which  the  applicant  failed  to  engage  in  reasonable  efforts  to 
conclude  prosecution  (i.e.,  processing  or  examination)  of  an 
application. 

Section  1.704(b)  provides  that  with  respect  to  the  ground  for 
adjustments  set  forth  in  §§  1.702(a)  through  (e),  and  in 
particular  §  1.702(b),  an  applicant  shall  be  deemed  to  have 
failed  to  engage  in  reasonable  efforts  to  conclude  prosecution 
for  the  cumulative  total  of  any  periods  of  time  in  excess  of 
three  months  that  are  taken  to  reply  to  any  notice  or  action  by 
the  Office  making  any  rejection,  objection,  argument,  or  other 
request,  measuring  such  three-month  period  from  the  date  the 
notice  or  action  was  mailed  or  given  to  the  applicant.  A  Notice 
of  Omitted  Items  in  a  Nonprovisional  Application  (PTO-1669), 
however,  is  not  a  notice  or  action  by  the  Office  making  a 
rejection,  objection,  argument,  or  other  request  within  the 
meaning  of  35  U.S.C.  154(b)(2)(C)(ii)  or  §  1.704(b),  since  the 
Office  does  not  require  a  reply  to  that  notice  to  continue  the 
processing  and  examination  of  an  application.  Section  1.704(b) 
indicates  that  the  period  of  adjustment  set  forth  in  §  1 .703  shall 
be  reduced  by  the  number  of  days,  if  any,  beginning  on  the  day 
after  the  date  that  is  three  months  after  the  date  of  mailing  or 
transmission  of  the  Office  communication  notifying  the  appli- 
cant of  the  rejection,  objection,  argument,  or  other  request  and 
ending  on  the  date  the  reply  was  filed.  As  discussed  above,  a 
reply  is  considered  filed  on  the  date  of  its  actual  receipt  in  the 
Office  as  defined  by  §  1.6,  and  the  date  indicated  on  any 
certificate  of  mailing  or  transmission  under  §  1.8  will  not  be 
taken  into  account  for  patent  term  adjustment  purposes. 

The  three-month  period  in  §  1.704(b)  applies  to  the  Office 
notices  and  letters  issued  as  part  of  the  pre-examination 
processing  of  an  application  (except  a  Notice  of  Omitted  Items 
in  a  Nonprovisional  Application  (PTO-1669)  as  discussed 
above).  These  notices  include:  (1)  a  Notice  of  Incomplete 
Nonprovisional  Application  (PTO-1123)  (except  as  to  any 
period  prior  to  the  filing  date  ultimately  accorded  to  the 
application);  (2)  a  Notice  to  File  Missing  Parts  of  Application 
(PTO-1533);  (3)  a  Notice  of  Informal  Application  (PTO-152); 
(4)  a  Notice  to  File  Corrected  AppUcation  Papers  Filing  Date 
Granted  (PTO-1660);  or  (5)  a  Notice  to  Comply  with  Require- 
ments for  Patent  Applications  Containing  Nucleotide  Sequence 
and/or  Amino  Acid  Sequence  Disclosures  (PTO-1661). 

In  addition,  the  three-month  period  in  35  U.S.C. 
154(b)(2)(C)(ii)  and  §  1.704(b)  applies  regardless  of  the  period 
for  reply  set  in  the  Office  action  or  notice.  For  example,  if  an 
Office  action  sets  a  one-month  period  for  reply  (restriction 
requirement),  the  applicant  may  obtain  a  two-month  extension 
of  time  under  §  1.136(a)  before  being  subject  to  a  reduction  of 
patent  term  adjustment  under  35  U.S.C.  154(b)(2)(C)(ii)  and  § 
1.704(b).  If,  however,  an  Office  action  sets  a  six-month  period 
for  reply,  as  is  commonly  set  in  applications  subject  to  secrecy 
orders  (see  MPEP  130).  the  applicant  is  subject  to  a  reduction 
of  patent  term  adjustment  under  35  U.S.C.  154(b)(2)(C)(ii)  and 
§  1.704(b)  if  the  applicant  does  not  reply  to  the  Office  action 
within  three  months,  notwithstanding  that  a  reply  may  be 
timely  filed  six  months  after  the  mailing  date  of  the  Office 
action. 

Section  1.704(c)  establishes  further  circumstances  that  consti- 
tute a  failure  of  an  applicant  to  engage  in  reasonable  efforts  to 
conclude  processing  or  examination  of  an  application.  Sections 
1.704(c)(1)  through  (c)(ll)  set  forth  actions  or  inactions  by  an 
applicant  that  interfere  with  the  Office's  ability  to  process  or 
examine  an  application  (and  thus  circumstances  that  constitute 
a  failure  of  an  applicant  to  engage  in  reasonable  efforts  to 


conclude  processing  or  examination  of  an  application),  as  well 
as  the  period  by  which  a  period  of  adjustment  set  forth  in  § 
1.703  shall  be  reduced  if  an  applicant  engages  in  any  of  the 
enumerated  actions  or  inactions. 

Sections  1.704(c)(1)  through  1.704(c)(ll)  address  situations 
that  occur  with  sufficient  frequency  to  warrant  being  specifi- 
cally provided  for  in  the  rules  of  practice.  An  attempt  to 
provide  an  exhaustive  listing  of  actions  or  inactions  that 
interfere  with  the  Office's  ability  to  process  or  examine  an 
application  is  impractical,  since  there  are  a  myriad  of  actions  or 
inactions  that  occur  infrequently  but  will  interfere  with  the 
Office's  ability  to  process  or  examine  an  application  (e.g., 
applicant  files  and  persists  in  requesting  reconsideration  of  a 
meritless  petition  under  §  1.10;  parties  to  an  interference  obtain 
an  extension  for  purposes  of  settlement  negotiations  which  do 
not  result  in  settlement  of  the  interference;  and  when  the  scope 
of  the  broadest  claim  in  the  application  at  the  time  an 
application  is  placed  in  condition  for  allowance  is  substantially 
the  same  as  suggested  or  allowed  by  the  examiner  more  than 
six  months  earlier  than  the  date  the  application  was  placed  in 
condition  for  allowance).  Thus,  the  actions  or  inactions  set 
forth  in  §  1 .704(c)  are  exemplary  circumstances  that  constitute 
a  failure  of  an  applicant  to  engage  in  reasonable  efforts  to 
conclude  processing  or  examination  of  an  application.  The 
Office  may  also  reduce  a  period  of  adjustment  provided  in  § 
1.703  on  the  basis  of  conduct  that  interferes  with  the  Office's 
ability  to  process  or  examine  an  application  under  the  authority 
provided  in  35  U.S.C.  154(b)(2)(C)(iii),  even  if  such  conduct  is 
not  specifically  addressed  in  §  1.704(c). 

Section  1.704(c)(1)  establishes  suspension  of  action  under  § 
1.103  at  the  applicant's  request  as  a  circumstance  that  consti- 
tutes a  failure  of  an  applicant  to  engage  in  reasonable  efforts  to 
conclude  processing  or  examination  of  an  application.  Obvi- 
ously, if  action  is  suspended  at  the  applicant's  request,  the 
Office  is  precluded  from  processing  or  examining  the  applica- 
tion as  a  result  of  an  action  by  the  applicant.  Section 
1.704(c)(1)  also  provides  that  in  such  a  case  the  period  of 
adjustment  set  forth  in  §  1.703  shall  be  reduced  by  the  number 
of  days,  if  any,  beginning  on  the  date  a  request  for  suspension 
of  action  under  §  1 .  103  was  filed  and  ending  on  the  date  of  the 
termination  of  the  suspension. 

Section  1 .704(c)(2)  establishes  deferral  of  issuance  of  a  patent 
under  §  1.314  as  a  circumstance  that  constitutes  a  failure  of  an 
applicant  to  engage  in  reasonable  efforts  to  conclude  process- 
ing or  examination  of  an  application.  Obviously,  if  issuance  of 
the  patent  is  deferred  under  §  1.314,  the  Office  is  precluded 
from  issuing  the  application  as  a  result  of  an  action  by  the 
applicant.  When  a  petition  under  §  1.314  is  granted,  the 
petition  decision  generally  states  that  the  application  will  be 
held  for  a  period  of  a  month  to  await  the  filing  of  a  paper.  At 
the  end  of  the  period,  the  appHcation  is  returned  to  the  issue 
process  without  a  further  communication  from  the  Office  to  the 
applicant.  Section  1 .704(c)(2)  also  provides  that  in  such  a  case 
the  period  of  adjustment  set  forth  in  §  1.703  shall  be  reduced 
by  the  number  of  days,  if  any,  beginning  on  the  date  a  request 
for  deferral  of  issuance  of  a  patent  under  §  1.314  was  filed  and 
ending  on  the  issue  date  of  the  patent. 

Section  1 .704(c)(3)  estabhshes  abandonment  of  the  application 
or  late  payment  of  the  issue  fee  as  a  circumstance  that 
constitutes  a  failure  of  an  applicant  to  engage  in  reasonable 
efforts  to  conclude  processing  or  examination  of  an  applica- 
tion. Obviously,  if  the  application  is  abandoned  (either  by 
failure  to  prosecute  or  late  payment  of  the  issue  fee),  the  Office 
is  precluded  from  processing  or  examining  the  application  as  a 
result  of  an  action  or  inaction  by  the  applicant.  Section 
1.704(c)(3)  also  provides  that  in  such  a  case  the  period  of 
adjustment  set  forth  in  1 .703  shall  be  reduced  by  the  number  of 
days,  if  any,  beginning  on  the  date  of  abandonment  or  the  date 
after  the  day  the  issue  fee  was  due  and  ending  on  the  earlier  of: 
(1)  the  date  of  mailing  of  the  decision  reviving  the  application 
or  accepting  late  payment  of  the  issue  fee;  or  (2)  the  date  that 
is  four  months  after  the  date  the  grantable  petition  to  revive  the 
application  or  accept  late  payment  of  the  issue  fee  was  filed. 
The  phrase  "earlier  of  .  .  .  [t]he  date  that  is  four  months  after 
the  date  the  grantable  petition  to  revive  the  application  or 
accept  late  payment  of  the  issue  fee  was  filed"  is  to  place  a  cap 
(measured  from  the  filing  date  of  the  grantable  petition)  on  the 
reduction  if  the  Office  does  not  act  on  (grant)  the  grantable 
petition  to  revive  within  four  months  of  the  date  it  was  filed. 
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Section  1.704(c)(4)  establishes  failure  to  file  a  petition  to 
withdraw  a  holding  of  abandonment  or  to  revive  an  application 
within  two  months  from  the  mailing  date  of  a  notice  of 
abandonment  as  a  circumstance  that  constitutes  a  failure  of  an 
applicant  to  engage  in  reasonable  efforts  to  conclude  process- 
ing or  examination  of  an  application.  Any  applicant  who 
considers  an  application  to  have  been  improperly  held  aban- 
doned (the  reduction  in  §  1.704(c)(3)  is  applicable  to  the 
revival  of  an  application  properly  held  abandoned)  is  expected 
to  file  a  petition  to  withdraw  the  holding  of  abandonment  (or  to 
revive  the  application)  within  two  months  from  the  mailing 
date  of  a  notice  of  abandonment.  See  MPEP  711.03(c), 
paragraph  (I).  Section  1.704(c)(4)  also  provides  that  in  such  a 
case  the  period  of  adjustment  set  forth  in  §  1.703  shall  be 
reduced  by  the  number  of  days,  if  any,  beginning  on  the  day 
after  the  date  two  months  from  the  mailing  date  of  a  notice  of 
abandonment  and  ending  on  the  date  a  petition  to  withdraw  the 
holding  of  abandonment  or  to  revive  the  application  was  filed. 

Section  1.704(c)(5)  establishes  conversion  of  a  provisional 
application  under  35  U.S.C.  111(b)  to  a  nonprovisional  appli- 
cation under  35  U.S.C.  111(a)  (pursuant  to  35  U.S.C. 
111(b)(5))  as  a  circumstance  that  constitutes  a  failure  of  an 
applicant  to  engage  in  reasonable  efforts  to  conclude  process- 
ing or  examination  of  an  application.  Section  4801(a)  of  the 
American  Inventors  Protection  Act  of  1999,  which  provides  for 
the  conversion  of  a  provisional  application  under  35  U.S.C. 
111(b)  and  §  1.53(c)  to  a  nonprovisional  application  under  35 
U.S.C.  111(a)  and  §  1.53(b),  is  being  implemented  in  a 
separate  rulemaking.  Conversion  of  a  provisional  application 
to  a  nonprovisional  application  will  require  the  Office  to 
reprocess  the  application  (as  a  nonprovisional  application)  up 
to  one  year  after  the  filing  date  that  will  be  accorded  to  such 
nonprovisional  application  as  a  result  of  an  action  by  the 
applicant.  Section  1.704(c)(5)  also  provides  that  in  such  a  case 
the  period  of  adjustment  set  forth  in  §  1.703  shall  be  reduced 
by  the  number  of  days,  if  any,  begirming  on  the  date  the 
application  was  filed  under  35  U.S.C.  111(b)  and  ending  on  the 
date  a  request  in  compliance  with  §  1.53(c)(3)  to  convert  the 
provisional  application  into  a  nonprovisional  application  was 
filed. 

Section  1.704(c)(6)  establishes  submission  of  a  preliminary 
amendment  or  other  preliminary  paper  less  than  one  month 
before  the  maiUng  of  an  Office  action  under  35  U.S.C.  132  or 
a  notice  of  allowance  under  35  U.S.C.  151  that  requires  the 
maihng  of  a  supplemental  Office  action  or  notice  of  allowance 
as  a  circumstance  that  constitutes  a  failure  of  an  applicant  to 
engage  in  reasonable  efforts  to  conclude  processing  or  exami- 
nation of  an  application.  If  the  submission  of  a  preliminary 
amendment  or  other  paper  requires  the  Office  to  issue  a 
supplemental  Office  action  or  notice  of  allowance,  the  submis- 
sion of  that  preliminary  amendment  or  other  paper  has  inter- 
fered with  the  processing  and  examination  of  an  application. 
Section  1.704(c)(6)  also  provides  that  in  such  a  case  the  period 
of  adjustment  set  forth  in  §  1 .703  shall  be  reduced  by  the  lesser 
of  the  number  of  days,  if  any,  beginning  on  the  mailing  date  of 
the  original  Office  action  or  notice  of  allowance  and  ending  on 
the  date  of  mailing  of  the  supplemental  Office  action  or  notice 
of  allowance  or  four  months.  The  phrase  "lesser  of ...  or  [f]our 
months"  is  to  provide  a  four-month  cap  for  a  reduction  under 
§  1.704(c)(6)  if  the  Office  takes  longer  than  four  months  to 
issue  a  supplemental  Office  action  or  notice  of  allowance. 

Section  1.704(c)(7)  establishes  submission  of  a  reply  having  an 
omission  (§  1.135(c))  as  a  circumstance  that  constitutes  a 
failure  of  an  applicant  to  engage  in  reasonable  efforts  to 
conclude  processing  or  examination  of  an  application.  Submit- 
ting a  reply  having  an  omission  requires  the  Office  to  issue  an 
action  under  §  1.135(c)  and  await  and  process  the  applicant's 
reply  to  the  action  under  §  1.135(c)  before  the  initial  reply  (as 
corrected)  can  be  treated  on  its  merits.  Section  1.704(c)(7)  also 
provides  that  in  such  a  case  the  period  of  adjustment  set  forth 
in  §  1.703  shall  be  reduced  by  the  number  of  days,  if  any, 
beginning  on  the  date  the  reply  having  an  omission  was  filed 
and  ending  on  the  date  that  the  reply  or  other  paper  correcting 
the  omission  was  filed.  The  reference  to  "§  1.135(c)"  is 
parenthetical  because  §  1.704(c)(7)  is  not  limited  to  Office 
actions  under  §  1.135(c)  but  applies  when  the  Office  issues  any 
action  or  notice  indicating  that  a  reply  has  an  omission  which 
must  be  corrected:  e.g.,  (1)  a  decision  on  a  petition  under  § 
1.47  dismissing  the  petition  as  lacking  an  item  necessary  to 
grant  the  petition;  or  (2)  a  notice  indicating  that  the  computer 
readable  format  sequence  listing  filed  in  reply  to  a  Notice  to 


Comply  with  Requirements  for  Patent  Applications  Containing 
Nucleotide  Sequence  and/or  Amino  Acid  Sequence  Disclo- 
sures (PTO-1661)  does  not  comply  with  §  1.821  et  seq. 

Section  1.704(c)(8)  establishes  submission  of  a  supplemental 
reply  or  other  paper  after  a  reply  has  been  filed  as  a  circum- 
stance that  constitutes  a  failure  of  an  applicant  to  engage  in 
reasonable  efforts  to  conclude  processing  or  examination  of  an 
application.  The  submission  of  a  supplemental  reply  or  other 
paper  (e.g.,  an  information  disclosure  statement  (IDS)  or 
petition)  after  an  initial  reply  was  filed  requires  the  Office  to 
restart  consideration  of  the  initial  reply  in  view  of  the  supple- 
mental reply  or  other  paper,  which  will  result  in  a  delay  in  the 
Office's  response  to  the  initial  reply.  Section  1.704(c)(8)  does 
not  apply  to  a  supplemental  reply  or  other  paper  that  was 
expressly  requested  by  the  examiner.  Section  1.704(c)(8)  also 
provides  that  in  such  a  case  the  period  of  adjustment  set  forth 
in  §  1.703  shall  be  reduced  by  the  number  of  days,  if  any, 
beginning  on  the  date  the  initial  reply  was  filed  and  ending  on 
the  date  that  the  supplemental  reply  or  such  other  paper  was 
filed. 

Section  1.704(c)(9)  establishes  submission  of  an  amendment 
or  other  paper  in  an  apphcation  containing  allowed  claims  after 
a  decision  by  the  Board  of  Patent  Appeals  and  Interferences 
(other  than  a  decision  containing  a  rejection  under  §  1.196(b)) 
or  a  Federal  court  less  than  one  month  before  the  mailing  of  an 
Office  action  under  35  U.S.C.  132  or  notice  of  allowance  under 
35  U.S.C.  151  that  requires  the  mailing  of  a  supplemental 
Office  action  or  supplemental  notice  of  allowance  as  a  circum- 
stance that  constitutes  a  failure  of  an  applicant  to  engage  in 
reasonable  efforts  to  conclude  processing  or  examination  of  an 
application.  The  submission  of  an  amendment  or  other  paper 
(e.g.,  IDS  or  petition)  in  an  application  after  a  Board  of  Patent 
Appeals  and  Interferences  or  court  decision  requires  the  Office 
to  restart  consideration  of  the  application  in  view  of  the 
amendment  or  other  paper,  which  will  result  in  a  delay  in  the 
Office's  taking  action  on  the  application.  Section  1.704(c)(9) 
also  provides  that  in  such  a  case  the  period  of  adjustment  set 
forth  in  §  1.703  shall  be  reduced  by  the  lesser  of  the  number  of 
days,  if  any,  begirming  on  the  mailing  date  of  the  original 
Office  action  or  notice  of  allowance  and  ending  on  the  mailing 
date  of  the  supplemental  Office  action  or  notice  of  allowance  or 
four  months.The  phrase  "lesser  of  ...  or  [f]our  months"  is  to 
provide  a  four-month  cap  for  a  reduction  under  §  1.704(c)(9)  if 
the  Office  takes  longer  than  four  months  to  issue  a  supplemen- 
tal Office  action  or  notice  of  allowance. 

Section  1.704(c)(10)  establishes  submission  of  an  amendment 
under  §  1.312  or  other  paper  after  a  notice  of  allowance  has 
been  given  or  mailed  as  a  circumstance  that  constitutes  a 
failure  of  an  applicant  to  engage  in  reasonable  efforts  to 
conclude  processing  or  examination  of  an  application.  The 
submission  of  amendments  (or  other  papers)  after  an  applica- 
tion is  allowed  causes  substantial  interference  with  the  patent 
issue  process.  See  Filing  of  Continuing  Applications.  Amend- 
ments, or  Petitions  after  Payment  of  Issue  Fee.  Notice,  1221 
Off.  Gaz.  Pat.  Office  14  (Apr.  6,  1999);  and  Patents  to  Issue 
More  Ouickly  After  Issue  Fee  Payment.  Notice,  1220  Off.  Gaz. 
Pat.  Office  42  (Mar.  9,  1999).Thus,  to  continue  to  permit 
applicants  to  submit  an  amendment  or  other  paper  after  a 
notice  of  allowance  is  mailed  or  given,  the  Office  must 
establish  submission  of  such  papers  as  circumstances  that 
constitute  a  failure  of  an  applicant  to  engage  in  reasonable 
efforts  to  conclude  processing  or  examination  of  an  applica- 
tion. Section  1.704(c)(10)  also  provides  that  in  such  a  case  the 
period  of  adjustment  set  forth  in  §  1.703  shall  be  reduced  by 
the  lesser  of:  (1)  the  number  of  days,  if  any,  beginning  on  the 
date  the  amendment  under  §  1.312  was  filed  and  ending  on  the 
mailing  date  of  the  Office  action  or  notice  in  response  to  the 
amendment  under  §  1.312  or  such  other  paper;  or  (2)  four 
months.  The  phrase  "lesser  of  ...  or  [f]our  months"  is  to 
provide  a  four-month  cap  for  a  reduction  under  §  1.704(c)(10) 
if  the  Office  takes  longer  than  four  months  to  issue  an  Office 
action  or  notice  in  response  to  the  amendment  under  §1.312  or 
other  paper. 

Section  1.704(c)(ll)  establishes  further  prosecution  via  a 
continuing  application  as  a  circumstance  that  constitutes  a 
failure  of  an  applicant  to  engage  in  reasonable  efforts  to 
conclude  processing  or  examination  of  an  application.  Cur- 
rently, a  continuing  application  may  be  used  to:  (1)  obtain 
further  examination  of  an  invention  disclosed  and  claimed  in 
the  prior  application  (continuation  apphcation);  (2)  obtain 
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examination  (for  the  first  time)  of  an  invention  disclosed  but 
not  claimed  or  not  elected  for  examination  in  the  prior 
application  (divisional  application);  or  (3)  obtain  examination 
of  an  invention  neither  disclosed  nor  claimed  in  the  prior 
application  (continuation-in-part  application). The  provisions 
of  35  U.S.C.  132(b)  and  §  1.114  permit  an  applicant  to  obtain 
further  or  continued  examination  of  an  invention  disclosed  and 
claimed  in  an  application,  which  renders  it  unnecessary  for  an 
applicant  whose  application  is  eligible  for  patent  term  adjust- 
ment under  35  U.S.C.  154(b)  to  file  a  continuing  application  to 
obtain  further  examination  of  an  invention  disclosed  and 
claimed  in  an  application.  If  an  applicant  is  filing  a  continuing 
application  to  obtain  examination  (for  the  first  time)  of  an 
invention  disclosed  but  not  claimed  or  not  elected  for  exami- 
nation in  the  prior  application  or  an  invention  neither  disclosed 
nor  claimed  in  the  prior  application,  it  is  not  appropriate  for 
that  applicant  to  obtain  any  benefit  in  the  continuing  applica- 
tion for  examination  delays  that  might  have  occurred  in  the 
prior  application.  Thus,  the  Office  is  establishing  further 
prosecution  via  a  continuing  application  as  a  circumstance  that 
constitutes  a  failure  of  an  applicant  to  engage  in  reasonable 
efforts  to  conclude  processing  or  examination  of  an  applica- 
tion, in  that  the  period  of  adjustment  set  forth  in  §  1.703  shall 
not  include  any  period  that  is  prior  to  the  actual  filing  date  of 
the  application  that  resulted  in  the  patent. Thus,  if  the  applica- 
tion that  resulted  in  the  patent  is  a  continuing  application 
(including  a  CPA),  the  period  of  adjustment  set  forth  in  §  1.703 
(if  any)  will  not  include  any  period  that  is  prior  to  the  actual 
filing  date  of  the  application  (in  the  case  of  a  CPA,  the  filing 
date  of  the  request  for  a  CPA)  that  resulted  in  the  patent. 

As  discussed  above,  an  applicant  may  file  a  CPA  under  § 
1.53(d)  on  or  after  May  29,  2000,  for  the  application  to  be 
subject  to  the  patent  term  adjustment  provisions  of  35  U.S.C. 
154(b)  as  amended  by  §  4402  of  the  American  Inventors 
Protection  Act  of  1999.  The  period  of  patent  term  adjustment 
set  forth  in  §  1.703  (if  any),  however,  will  not  include  any 
period  that  is  prior  to  the  filing  date  of  the  request  for  that  CPA. 

Section  1.704(d)  provides  that  a  paper  containing  only  an 
information  disclosure  statement  in  compliance  with  §§  1.97 
and  1.98  will  not  be  considered  (result  in  a  reduction)  under  §§ 
1.704(c)(6),  1.704(c)(8),  1.704(c)(9),  or  1.704  (c)(10)  if  it  is 
accompanied  by  a  certification  that  each  item  of  information 
contained  in  the  information  disclosure  statement  was  cited  in 
a  communication  from  a  foreign  patent  office  in  a  counterpart 
application  and  that  this  communication  was  not  received  by 
any  individual  designated  in  §  1.56(c)  more  than  thirty  days 
prior  to  the  filing  of  the  information  disclosure  statement.  This 
provision  will  permit  applicants  to  submit  information  cited  in 
a  communication  from  a  foreign  patent  office  in  a  counterpart 
application  to  the  Office  without  a  reduction  in  patent  term 
adjustment  if  an  information  disclosure  statement  is  promptly 
(within  thirty  days  of  receipt  of  the  communication)  submitted 
to  the  Office.  Obviously,  compliance  with  the  certification 
requirement  of  §  1.704(d)  does  not  substitute  for  compliance 
with  any  relevant  requirement  of  §§  1.97  or  1.98.  Section 
1.704(d)  also  provides  that  this  thirty-day  period  is  not 
extendable. 

Section  1.704(e)  provides  that  submission  of  an  application  for 
patent  term  adjustment  under  §  1.705(b)  (with  or  without 
request  under  §  1.705(c)  for  reinstatement  of  reduced  patent 
term  adjustment)  will  not  be  considered  a  failure  to  engage  in 
reasonable  efforts  to  conclude  prosecution  (processing  or 
examination)  of  the  application  under  §  1.704(c)(10).Due  to 
the  time  constraints  on  the  Office  under  35  U.S.C. 
154(b)(l)(A)(iv)  and  (B)  to  complete  its  patent  term  adjust- 
ment determination  and  issue  the  patent,  the  Office  must 
require  applicants  to  follow  the  specific  procedure  set  forth  in 
§  1.705  for  requesting  reconsideration  of  the  Office's  initial 
patent  term  adjustment  determination  and  for  requesting  rein- 
statement of  patent  term  adjustment  reduced  under  §  1.704(b). 
Thus,  while  submission  of  an  application  for  patent  term 
adjustment  under  §  1.705(b)  (regardless  of  whether  it  contains 
a  request  under  §  1.705(c)  for  reinstatement  of  reduced  patent 
term  adjustment)  will  interfere  with  the  patent  printing  process, 
submission  of  the  application  will  not  be  considered  a  failure 
to  engage  in  reasonable  efforts  to  conclude  prosecution  (pro- 
cessing or  examination)  of  the  application  under  §  1.704 
(c)(10).  Other  papers  concerning  patent  term  adjustment  (e.g., 
status  letters,  untimely  applications  for  patent  term  adjustment, 
requests  for  reconsideration  of  the  Office's  decisions  on 
applications  for  patent  term  adjustment,  petitions  under  §§ 


1.181,  1.182,  or  1.183  concerning  patent  term  adjustment,  or 
miscellaneous  letters  concerning  patent  term  adjustment), 
however,  will  be  considered  a  failure  to  engage  in  reasonable 
efforts  to  conclude  prosecution  (processing  or  examination)  of 
the  application  under  §  1.704(c)(10). 

Section  1.705  implements  the  provisions  of  35  U.S.C. 
154(b)(3)  and  (b)(4)(B). 

Section  1.705(a)  indicates  that  the  notice  of  allowance  will 
include  notification  of  any  patent  term  adjustment  under  35 
U.S.C.  154(b)  (35  U.S.C.  154(b)(3)(B)(i)).  Since  the  Office 
now  issues  over  160,000  patents  each  year,  the  only  practical 
way  to  make  the  patent  term  adjustment  determinations  re- 
quired by  35  U.S.C.  154(b)(3)(B)(i)  is  by  a  computer  program 
that  uses  the  information  (dates  of  receipt  and  nature  of 
applicant  correspondence  and  of  the  dates  of  mailing  and 
nature  of  Office  actions  or  notices)  recorded  in  the  PALM 
system. 

Section  1.705(b)  provides  that  any  request  for  review  or 
reconsideration  of  the  patent  term  adjustment  indicated  in  the 
notice  of  allowance  (except  as  provided  in  §  1.705(d))  and  any 
request  for  reinstatement  of  all  or  part  of  the  term  reduced 
pursuant  to  §  1.704(a)  must  be  filed  no  later  than  the  payment 
of  the  issue  fee  but  may  not  be  filed  earlier  than  the  date  of 
mailing  of  the  notice  of  allowance.  Section  1.705(b)  provides 
that  any  such  request  must  be  by  way  of  an  application  for 
patent  term  adjustment  accompanied  by  the  fee  set  forth  in  § 
1.18(e)  and  a  statement  of  the  facts  involved.  Section  1.705(b) 
also  provides  that  such  statement  of  facts  must  specify:  (1)  the 
basis  or  bases  under  §  1.702  for  the  adjustment;  (2)  the  relevant 
dates  as  specified  in  §  1.703(a)  through  (e)  for  which  an 
adjustment  is  sought  and  the  adjustment  as  specified  in  § 
1.703(f)  to  which  the  patent  is  entitled;  (3)  whether  the  patent 
is  subject  to  a  terminal  disclaimer  and  any  expiration  date 
specified  in  the  terminal  disclaimer;  and  (4)  any  circumstances 
during  the  prosecution  of  the  application  resulting  in  the  patent 
that  constitute  a  failure  to  engage  in  reasonable  efforts  to 
conclude  processing  or  examination  of  such  application  as  set 
forth  in  §  1.704  (or  a  statement  that  there  were  no  such 
circumstances).  Since  the  Office  must  complete  its  determina- 
tion of  patent  term  adjustment  before  proceeding  to  issue  the 
patent  (35  U.S.C.  154(b)(3)(D)),  the  Office  must  require  that 
such  application  for  patent  term  adjustment  be  filed  within  a 
non-extendable  time  period  and  setting  forth  with  particularity 
why  the  Office's  patent  term  adjustment  determination  is  not 
correct.  In  the  absence  of  these  requirements,  the  issuance  of 
the  patent  will  be  further  delayed  by  a  protracted  patent  term 
adjustment  determination  proceeding. 

Section  1.705(c)  implements  the  provisions  of  35  U.S.C. 
154(b)(3)(C).  Section  1.705(c)  specifically  provides  that  a 
request  for  reinstatement  of  all  or  part  of  the  period  of 
adjustment  reduced  pursuant  to  §  1.704(b)  for  failing  to  reply 
to  a  rejection,  objection,  argument,  or  other  request  within 
three  months  of  the  date  of  mailing  of  the  Office  communica- 
tion notifying  the  applicant  of  the  rejection,  objection,  argu- 
ment, or  other  request  must  include:  (1)  the  fee  set  forth  in 
§1.1 8(f);  and  (2)  a  showing  to  the  satisfaction  of  the  Commis- 
sioner that,  in  spite  of  all  due  care,  the  applicant  was  unable  to 
reply  to  the  rejection,  objection,  argument,  or  other  request 
within  three  months  of  the  date  of  mailing  of  the  Office 
communication  notifying  the  applicant  of  the  rejection,  objec- 
tion, argument,  or  other  request.  Section  1.705(c)  also  provides 
that  the  Office  shall  not  grant  any  request  for  reinstatement  for 
more  than  three  additional  months  for  each  reply  beyond  three 
months  of  the  date  of  mailing  of  the  Office  communication 
notifying  the  applicant  of  the  rejection,  objection,  argument,  or 
other  request  (35  U.S.C.  154(b)(3)(C)). 

Since  the  Office  is  obligated  to  provide  a  determination  of 
patent  term  adjustment  under  35  U.S.C.  154(b)  in  the  notice  of 
allowance  (i.e.,  before  the  actual  patent  issue  date),  the  Office 
must  project  (or  estimate)  the  actual  patent  issue  date  and  base 
its  patent  term  adjustment  determination  on  that  projection. 
Thus,  §  1 .705(d)  provides  for  the  situation  in  which  the  patent 
is  issued  on  a  date  other  than  the  projected  date  of  issue  and 
this  change  necessitates  a  revision  of  the  patent  term  adjust- 
ment indicated  in  the  notice  of  allowance.  Section  1.705(d) 
specifically  provides  that  if  the  patent  is  issued  on  a  date  other 
than  the  projected  date  of  issue  and  this  change  necessitates  a 
revision  of  the  patent  term  adjustment  indicated  in  the  notice  of 
allowance,  the  patent  will  indicate  the  revised  patent  term 
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adjustment.  Section  1.705(d)  also  provides  that  if  the  patent 
indicates  a  revised  patent  term  adjustment  due  to  the  patent 
being  issued  on  a  date  other  than  the  projected  date  of  issue, 
any  request  for  reconsideration  of  the  patent  term  adjustment 
indicated  in  the  patent  must  be  filed  within  thirty  days  of  the 
date  the  patent  issued  and  must  comply  with  the  requirements 
of  §  1.705(b)(1)  and  §  1.705(b)(2). 

Section  1.705(e)  provides  that  the  periods  set  forth  in  this 
section  are  not  extendable.  As  discussed  above,  the  Ofl&ce  must 
set  non-extendable  time  periods  in  §  1 .705  to  avoid  delay  in  the 
issuance  of  the  patent. 

Section  1.705(f)  implements  the  provisions  of  35  U.S.C. 
154(b)(4)(B)  and  provides  that  no  submission  or  petition  on 
behalf  of  a  third  party  concerning  patent  term  adjustment  under 
35  U.S.C.  154(b)  will  be  considered  by  the  Ofi&ce,  and  that  any 
such  submission  or  petition,  will  be  returned  to  the  third  party, 
or  otherwise  disposed  of,  at  the  convenience  of  the  Ofl&ce. 

Response  to  comments:  The  Office  received  twenty-three 
written  comments  (from  Intellectual  Property  Organizations, 
Businesses,  Law  Firms,  Patent  Practitioners,  and  others)  in 
response  to  the  notice  of  proposed  rulemaking.  Comments 
generally  in  support  of  a  change  are  not  discussed.  The 
comments  and  the  Office's  responses  to  those  comments 
follow: 

Comment  1:  One  comment  argued  that  charging  a  fee  as  set 
forth  in  §  1.18(e)  to  correct  an  Office  error  was  unfair.  In 
addition,  several  comments  argued  that  the  fee  for  a  patent 
term  adjustment  calculation  should  be  refundable  if  the  Office 
does  not  calculate  the  term  adjustment  correctly. 

Response:  35  U.S.C.  154(b)(3)  provides  for  the  Office  to 
establish  procedures  for  the  application  for  and  determination 
of  patent  term  adjustment  under  35  U.S.C.  154(b).  The  Office 
will  provide  an  initial  determination  of  the  patent  term  adjust- 
ment in  the  notice  of  allowance.  If,  however,  an  applicant 
wishes  to  request  reconsideration  of  the  initial  determination  in 
the  notice  of  allowance,  the  applicant  must  file  an  application 
for  patent  term  adjustment.  35  U.S.C.  41(d)  authorizes  the 
Office  to  establish  a  fee  to  recover  the  estimated  average  cost 
of  treating  apphcations  for  patent  term  adjustment  (as  well  as 
a  fee  for  treating  a  request  for  reinstatement  of  patent  term 
adjustment),  and  the  cost  of  treating  an  appUcation  for  patent 
term  adjustment  is  about  the  same  regardless  of  whether  the 
Office's  initial  determination  of  patent  term  adjustment  indi- 
cated in  the  notice  of  allowance  is  correct.  In  any  event, 
refunding  the  fee  under  §  1.18(e)  when  the  appUcation  for 
patent  term  adjustment  is  correct  would:  (1)  require  the  Office 
to  raise  the  fee  set  forth  in  §  1.18(e)  (to  enable  the  Office  to 
recover  the  same  aggregate  amount);  and  (2)  add  further 
complication  to  a  review  process  that  must  take  place  in  a 
limited  period  of  time. 

Comment  2:  One  comment  argued  that  the  fees  under  §§ 
1.18(e)  and  (f)  should  be  reduced  for  small  entities. 

Response:  As  discussed  above,  35  U.S.C.  41(d)  authorizes  the 
Office  to  establish  a  fee  to  recover  the  estimated  average  cost 
of  treating  apphcations  for  patent  term  adjustment  (as  well  as 
a  fee  for  treating  a  request  for  reinstatement  of  patent  term 
adjustment).  The  small  entity  discount  in  35  U.S.C.  41(h)(1) 
applies  only  to  fees  charged  under  35  U.S.C.  41(a)  and  (b). 
Thus,  the  Office  has  no  authority  to  apply  the  small  entity 
discount  to  the  fees  set  forth  in  §§  1.18(e)  and  (f). 

Comment  3:  One  comment  noted  that  the  heading  of  §  1.701 
was  inconsistent  with  §  1.701(e),  and  suggested  that  "and 
before  May  29,  2000"  be  added  to  the  heading  of  §  1.701. 

Response:  The  phrase  "and  before  May  29,  2000"  has  been 
added  to  the  heading  of  §  1.701. 

Comment  4:  Several  comments  argued  that  for  purposes  of  § 
1.702(a)(1),  a  restriction  requirement  or  an  election  of  species 
requirement  should  not  be  considered  a  notification  under  35 
U.S.C.  132.  The  comments  stated  an  Office  action  containing 
only  a  restriction  requirement  or  an  election  of  species  require- 
ment should  be  issued  only  after  there  has  been  an  attempt  to 
make  the  restriction  requirement  or  the  election  of  species 
requirement  by  telephone,  and  that  treating  a  restriction  re- 


quirement or  election  of  species  requirement  as  an  action  under 
35  U.S.C.  132  will  further  exacerbate  a  concern  of  applicants 
that  a  restriction  requirement  is  not  proper. 

Response:  The  comment  cannot  be  adopted.  The  Office  did  not 
"decide"  to  treat  restriction  requirements  and  election  of 
species  requirements  as  notifications  under  35  U.S.C.  132;  they 
are  notifications  under  35  U.S.C.  132. 

In  considering  whether  a  restriction  requirement  under  35 
U.S.C.  121  was  appealable  under  35  U.S.C.  134,  the  Court  of 
Customs  and  Patent  Appeals  (CCPA)  noted  that:(l)  35  U.S.C. 
121  denoted  its  procedure  as  a  "requirement";  (2)  35  U.S.C. 
132  stated  that  the  Commissioner  shall  give  notice  to  the 
applicant  whenever  "any  claim  for  a  patent  is  rejected,  or  any 
objection  or  requirement  made";  and  (3)  35  U.S.C.  134 
provided  for  an  appeal  only  by  an  applicant  whose  claims  have 
been  "twice  rejected."  See  In  re  Hengehold.  440  F.2d  1395, 
1402-03,  169  USPQ  473,  479  (CCPA  1971).  Thus,  the  CCPA 
concluded  that  Congress  intended  to  differentiate  between 
objections  and  requirements  (under  35  U.S.C.  132)  and  actual 
rejections  of  claims  (under  35  U.S.C.  132)  and  made  appeal 
apphcable  only  to  the  latter.  See  Hengehold.  440  F.2d  at  1403, 
169  USPQ  at  479.  Since  the  CCPA  discussed  and  differentiated 
between  rejections,  objections,  and  requirements  under  35 
U.S.C.  132  in  determining  whether  a  restriction  requirement 
was  appealable  under  35  U.S.C.  134,  the  CCPA  must  have 
considered  a  restriction  requirement  to  be  a  requirement  under 
35  U.S.C.  132,  thus  making  a  written  restriction  (or  election) 
requirement  a  notification  under  35  U.S.C.  132.  See  also 
Digital  Equipment  Corp.  v.  Diamond.  653  F.2d  701,  713  n.l3, 
210  USPQ  521,  535-36  n.l3  (1st  Cir.  1981)  (citing  35  U.S.C. 

132  when  noting  that  the  terms  "requirement"  and  "objection" 
are  distinct  from  "rejection"  (as  used  in  title  35,  U.S.C.)  and 
that  requirements  and  objections  were  not  appealable  under  35 
U.S.C.  134). 

In  addition,  the  Office  has  long  considered  (at  least  implicitly) 
a  written  restriction  requirement  containing  no  action  on  the 
merits  to  be  a  notice  under  35  U.S.C.  132.  MPEP  710.02(b) 
instructs  examiners  to  set  a  shortened  statutory  period  for  reply 
of  one  month  for  a  written  restriction  requirement  containing 
no  action  on  the  merits  under  the  authority  given  by  35  U.S.C. 

133  (35  U.S.C.  133  would  not  apply  to  the  period  for  reply  to 
a  written  restriction  requirement,  if  a  written  restriction  re- 
quirement containing  no  action  on  the  merits  is  not  a  notice 
under  35  U.S.C.  132). 

The  Office  encourages  examiners  to  make  an  oral  restriction 
requirement.  Many  applicants,  however,  prefer  a  written  re- 
striction requirement  because  it  gives  them  more  time  to 
consider  the  requirement. 

Comment  5:  One  comment  requested  a  definition  of  the  term 
"original  appUcation"  as  used  in  §  1 .702(f)  and  asked  whether 
the  term  refers  to  a  parent  application  or  a  divisional  or 
continuation.  Several  comments  expressed  confusion  as  to 
whether  term  adjustment  for  a  first-filed  appUcation  would 
result  in  the  same  term  adjustment  in  a  continuation  of  that 
appUcation.  One  comment  suggested  that  the  term  "apphca- 
tions other  than  reissue  applications"  be  used  instead  of 
"original  appUcations." 

Response:  An  "original  application"  is  any  application  other 
than  a  reissue  appUcation.  See  GuideUnes  Concerning  the 
Implementation  of  Changes  to  35  U.S.C.  102(g)  and  103(c) 
and  the  Interpretation  of  the  Term  "Original  Application"  in  the 
American  Inventors  Protection  Act  of  1999.  1233  Off.  Gaz. 
Pat.  Office  54  (Apr.  11,  2000).  Thus,  the  term  "original 
application"  includes  a  continuing  appUcation  (continuation, 
divisional,  or  continuation-in-part,  whether  the  appUcation  is 
filed  under  §  1.53(b)  or  as  a  continued  prosecution  appUcation 
under  §  1.53(d)),  and  the  national  stage  of  an  international 
application.  Since  a  request  for  continued  examination  under 
35  U.S.C.  132(b)  and  §  1.114  is  not  an  appUcation  (but  a 
submission  in  a  previously  filed  application),  the  term  "original 
application"  does  not  include  a  request  for  continued  exami- 
nation under  35  U.S.C.  132(b)  and  §  1.114. 

While  35  U.S.C.  154(b)  does  not  use  the  term  "original 
appUcation,"  its  provisions  concern  the  situation  in  which  the 
issue  of  an  original  patent  is  delayed  due  to  the  failure  of  the 
Office  to  take  certain  actions  in  the  application  that  issued  as 
the  patent.  Patent  term  adjustment  events  in  one  application 
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may  not  be  relied  upon  as  giving  rise  to  patent  term  adjustment 
in  another  application,  even  if  the  other  application  claims  the 
benefit  of  the  first  application  under  35  U.S.C.  120,  121,  or 
365(c)  (i.e.,  patent  term  adjustment  events  in  a  parent  appli- 
cation do  not  carry  over  to  a  child  application). 

Comment  6:  One  comment  stated  that  §  1.702(f)  should  also 
provide  that  the  provisions  apply  to  international  applications 
in  which  the  requirements  of  35  U.S.C.  371  are  met  on  or  after 
May  29,  2000. 

Response:  The  date  on  which  an  international  application 
fulfills  the  requirements  of  35  U.S.C.  371  is  not  the  filing  date, 
or  even  relevant  to  the  filing  date,  of  the  international  appli- 
cation. Section  4405  of  the  American  Inventors  Protection  Act 
of  1999  provides  that  the  amendments  relating  to  patent  term 
adjustment  shall  apply  to  any  application  filed  on  or  after  May 
29,  2000,  but  does  not  provide  that  its  patent  term  adjustment 
provisions  apply  to  international  applications  filed  before  May 
29,  2000,  that  complied  with  the  requirements  of  35  U.S.C. 
371  on  or  after  May  29,  2000. 

Comment  7:  As  to  §  1.703(a)(6),  one  comment  requested 
clarification  as  to  whether  the  filing  of  a  priority  document 
would  be  an  "outstanding  requirement"  which  would  cause  a 
delay  in  the  beginning  of  the  "four  months  after  payment  of  the 
issue  fee  and  all  outstanding  requirements  were  satisfied" 
period.  The  comment  argued  that  filing  of  a  priority  document 
should  not  be  considered  an  outstanding  requirement  because 
if  the  priority  document  is  not  filed  the  patent  simply  issues 
without  the  priority  claim  (the  application  is  not  abandoned). 

Response:  Section  1.55  has  been  amended  to  eliminate  the 
need  for  a  petition  to  accept  a  priority  document  filed  after 
payment  of  the  issue  fee,  as  well  as  the  need  for  the  Ofl&ce  to 
evaluate  the  priority  claim  before  a  patent  is  granted.  There- 
fore, the  filing  of  a  priority  document  (and  processing  fee)  is 
not  considered  an  outstanding  requirement  under  35  U.S.C. 
154(b)(l)(A)(iv)  and  §  1.703(a)(6). 

Comment  8:  One  conmient  objected  to  the  exclusion  from  the 
three-year  period  in  §  1.703(b)(1)  of  the  period  of  time  in 
which  a  request  for  continued  examination  under  35  U.S.C. 
132(b)  and  §  1.114  is  processed.  The  comment  argues  that 
filing  a  request  for  continued  examination  should  not  preclude 
an  applicant  from  obtaining  a  term  adjustment  for  printing 
delays  of  a  patent. 

Response:  35  U.S.C.  154(b)(1)(B)  provides  that  an  applicant 
may  receive  a  term  adjustment  if  the  application  is  not  issued 
within  three  years  of  the  filing  date  of  the  application, 
excluding  (among  other  things)  any  time  consumed  by  contin- 
ued examination  requested  under  35  U.S.C.  132(b).  Once  a 
request  for  continued  examination  under  35  U.S.C.  132(b)  and 
§  1.114  is  filed  in  an  apphcation,  any  further  processing  or 
examination  of  the  application,  including  granting  of  a  patent, 
is  by  virtue  of  the  continued  examination  given  to  the 
application  under  35  U.S.C.  132(b)  and  §  1.114.  Nevertheless, 
if  a  request  for  continued  examination  is  filed  in  an  application, 
the  applicant  may  still  accrue  patent  term  adjustment  under  35 
U.S.C.  154(b)(1)(A)  or  (C).  Accordingly,  if  two  years  after  the 
filing  date  of  an  application,  a  request  for  continued  examina- 
tion is  filed,  and  three  years  after  the  fifing  date  of  the 
application,  the  issue  fee  is  paid  (and  all  outstanding  require- 
ments are  satisfied),  but  the  patent  does  not  issue  as  a  patent 
until  four  years  after  the  application's  filing  date,  applicant 
may  be  entitled  to  an  eight-month  term  adjustment  because  the 
application  did  not  issue  within  four  months  of  payment  of  the 
issue  fee.  Since  the  request  for  continued  examination  was 
filed  within  three  years  of  the  filing  date  of  the  application, 
applicant  cannot  accrue  any  term  adjustment  under  the  "three- 
year"  statutory  basis  (35  U.S.C.  154(b)(1)(B)),  but  may  accrue 
patent  term  adjustment  under  the  other  bases  (e.g.,  35  U.S.C. 
154(b)(l)(A)(iv)). 

Comment  9:  One  comment  asked  whether  "a  final  decision  in 
favor  of  applicant"  as  used  in  §  1.703(e)  and  "a  decision  in  the 
[appellate]  review  reversing  an  adverse  determination  of  pat- 
entability" as  used  in  35  U.S.C.  154(b)(l)(C)(iii)  is  limited  to 
successful  appeals  on  purely  statutory  grounds  or  would  also 
include  non-statutory  grounds  (e.g.,  obviousness-type  double 
patenting). 


Response:  A  "final  decision  in  favor  of  applicant"  is  under- 
stood to  include  any  final  decision  of  the  Board  of  Patent 
Appeals  and  Interferences  or  Federal  court  that  reverses  all  of 
the  rejections  of  at  least  one  claim  (without  subjecting  the 
claim  to  a  new  rejection). The  type  of  rejection  (i.e.,  whether 
the  rejection  is  based  upon  a  statutory  or  judicial  basis)  is  not 
relevant. 

Comment  10:  A  number  of  comments  objected  to  the  provision 
in  §  1.703(f)  that  the  certificate  of  maihng  date  under  §  1.8  will 
not  be  used  for  determining  when  applicant  is  considered  to 
"respond  to  a  notice  from  the  OflBce  making  any  rejection, 
objection  argument  or  other  request."  The  comments  included 
suggestions,  objections,  or  arguments  that:  (1)  the  date  set  forth 
in  the  §  1.8  statement  should  be  used  as  the  date  when 
applicant  is  considered  to  have  responded  within  three  months 
of  the  Office  action;  (2)  applicants  should  not  be  compelled  to 
hand-carry  papers  to  the  Office  or  to  use  the  Express  Mail 
service  of  the  United  States  Postal  Service  in  order  to  be  able 
to  meet  the  three-month  timeliness  goal  or  reduce  a  period  of 
time  in  which  they  are  considered  to  have  "failed  to  engage  in 
reasonable  efforts  to  conclude  processing  or  examination  of  an 
application";  (3)  a  certificate  of  mailing  is  now  accepted  for 
purposes  of  a  filing  date;  (4)  using  the  date  of  receipt  rather 
than  the  date  of  mailing  by  a  practitioner  would  require  the 
Office  to  keep  "separate  books"  of  the  date  of  mailing  and  date 
of  receipt  of  papers;  and  (5)  United  States  Postal  Service 
delays  are  insignificant  compared  to  OflBce  mailroom  delays. 

Response:  The  suggestion  is  not  adopted.  The  date  indicated 
on  a  certificate  of  maihng  is  used  only  to  determine  whether 
the  correspondence  is  timely  (including  whether  any  extension 
of  the  time  and  fee  are  required)  so  as  to  avoid  abandonment 
of  the  application  or  termination  or  dismissal  of  proceedings. 
The  actual  date  of  receipt  of  the  correspondence  in  the  Office 
is  used  for  all  other  purposes.  See  §  1.8(a).  In  addition,  a 
certificate  of  mailing  date  under  §  1.8  cannot  be  relied  upon  for 
purposes  of  according  a  filing  date  to  a  patent  application.  See 
§  1.8(a)(2)(i)(A).  Rather,  correspondence  is  considered  filed  in 
the  Office  on  the  date  of  its  actual  receipt  in  the  Office  (§ 
1.6(a))  or  the  date  it  was  deposited  with  the  United  States 
Postal  Service  under  §  1.10  as  shown  by  the  "date-in"  on  the 
Express  Mail  mailing  label.  Nevertheless,  §  1.8  will  continue 
to  be  used  in  determining  whether  correspondence  is  timely 
filed  and  whether  an  extension  of  time  and  fee  for  an  extension 
of  time  are  due. 

Section  1.703(f)  does  not  compel  applicants  to  hand-carry 
papers  to  the  Office  or  to  use  the  Express  Mail  service  of  the 
United  States  Postal  Service  to  ensure  that  correspondence  is 
received  within  three  months  of  an  Office  action  and  avoid  a 
reduction  in  any  patent  term  adjustment.  Most  correspondence 
that  can  be  submitted  using  the  benefit  of  §  1.8  can  also  be 
submitted  to  the  Office  by  facsimile  transmission  (§  1.6(d))  to 
avoid  mail  delays  and  ensure  that  correspondence  is  received 
within  three  months  of  an  Office  action  or  notice.  In  addition, 
applicants  can  also  mail  correspondence  with  suflficient  time  to 
ensure  that  the  correspondence  is  received  in  the  Oflfice  (and 
stamped  with  a  date  of  receipt)  before  the  expiration  of  the 
three-month  period.  Applicants  who  chose  to  use  first  class 
mail  at  the  end  of  the  period  for  reply  instead  of  a  quicker 
means  of  submitting  correspondence  to  the  Office  have  no 
complaint  concerning  consequences  of  their  decision  on  patent 
term  adjustment. 

The  Office  practice  of  using  the  date  of  receipt  of  papers  rather 
than  the  date  of  mailing  of  papers  as  the  filing  date  of  the 
papers  is  well  established  and  changing  this  practice  would 
have  undesirable  results.  For  example,  when  a  notice  of  appeal 
is  filed,  the  filing  date  accorded  the  notice  of  appeal  is  the  date 
of  receipt  of  the  notice  of  appeal  in  the  Oflfice,  not  the 
certificate  of  mailing  date  under  §  1.8  indicated  on  the  notice 
of  appeal.  An  appeal  brief  must  then  be  filed  within  two 
months  of  the  date  of  receipt  of  the  notice  of  appeal.  See  § 
1.191(a)  and  MPEP  1206.  If  the  suggested  change  to  Office 
practice  were  adopted,  the  date  on  the  certificate  of  mailing 
under  §  1.8  would  be  used  as  the  "receipt  date"  of  the  notice  of 
appeal  to  determine  whether  applicant  replied  within  three 
months  of  the  Office  action  for  patent  term  adjustment  pur- 
poses, and  the  appeal  brief  would  be  required  to  be  filed  within 
two  months  of  the  date  on  the  certificate  of  mailing  under  1.8 
(now  the  "receipt  date'),  unless  the  period  for  reply  to  the 
OflBce  action  is  later.  For  many  applicants,  this  would  lead  to 
the  appeal  brief  being  required  to  be  filed  several  days  earlier, 
which  would  be  an  undesirable  result. 
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The  certificate  of  mailing  date  is  not  recorded  in  the  Office's 
PALM  system.  The  Office's  PALM  system  records  contain  a 
single  date:  the  date  of  receipt  in  the  Office  (as  defined  by  § 
1.6).  The  certificate  of  mailing  date  may  be  noted  on  the  date 
received/mailed  column  of  the  contents  of  the  application's  file 
wrapper  with  an  entry  such  as  "1-31-00  (c.o.m.  1/26/00)." 
Thus,  adopting  the  suggested  change  to  §  1.703(f)  would 
require  the  Office  to  keep  "separate  books"  of  the  date  of 
maihng  and  date  of  receipt  of  correspondence. 

Finally,  whether  United  States  Postal  Service  delays  are 
insignificant  compared  to  Office  mailroom  delays  is  immate- 
rial. The  purpose  of  the  patent  term  adjustment  provisions  of 
the  American  Inventors  Protection  Act  of  1999  is  to  compen- 
sate applicants  for  certain  administrative  delays  by  the  Office, 
and  any  delays  (whether  significant  or  insignificant)  by  United 
States  Postal  Service  in  delivering  correspondence  to  the  Office 
is  not  a  delay  by  the  Office. 

Comment  11:  One  comment  was  received  objecting  to  the 
provision  in  §  1.703(f)  as  unfair  because  applicants  were 
responsible  for  a  reply  within  a  set  time  from  the  mailing  date 
by  the  Office,  whereas  the  Office  is  held  to  a  standard  for  reply 
from  the  filing  date  of  papers  filed  by  the  apphcant. 

Response:  35  U.S.C.  154(b)(2)(C)(ii)  establishes  the  standard 
of  reply  by  applicants  to  within  three  months  of  the  date  a 
notice  is  given  or  mailed  to  applicants.  In  addition,  35  U.S.C. 
154(b)(l)(A)(i)  and  (ii)  measure  the  deadline  for  the  Office's 
reply  from  the  date  an  application  or  a  reply  is  filed.  These 
different  standards  established  by  Congress  are  considered 
important  because  they  are  both  dates  that  are  contained  in  the 
Office's  PALM  system  records. 

Comment  12:  One  comment  also  stated  that  if  the  certificate  of 
mailing  date  was  not  used  for  establishing  a  date  of  receipt 
under  §  1.703(f),  the  patent  term  adjustment  procedure  would 
be  more  difficult  because  applicant  would  not  know  when  the 
paper  was  received  by  the  Office. 

Response:  Applicants  may  use  a  postcard  receipt  to  establish 
when  a  paper  is  received  by  the  Office.  Not  only  does  a 
postcard  receipt  provide  evidence  of  a  date  of  receipt,  but  it 
also  provides  prima  facie  evidence  of  receipt  in  the  Office  of  all 
items  listed  thereon  on  the  date  stamped  by  the  Office.  See 
MPEP  503.  In  addition,  applicants  may  check  the  Office's 
PALM  system  records  (which  shows  the  date  of  receipt  of 
papers)  through  the  Patent  Application  Information  Retrieval 
(PAIR)  system  at  http://pair.uspto.gov. 

If  the  date  of  mailing  under  §  1.8  were  to  be  used  for 
determining  if  applicant  has  replied  within  three  months  of  the 
date  of  an  Office  action,  the  Office's  PALM  system  would  have 
to  record  two  different  dates  for  patent  term  adjustment 
calculation  purposes.  This  is  because  the  measurements  of 
whether  the  Office  has  taken  action  within  a  set  time  would  not 
run  from  the  same  date  (e.g.,  fourteen  months  from  the  filing 
date  of  the  application  or  four  months  of  the  date  on  which  a 
reply  was  filed  or  an  appeal  is  taken).  Such  a  patent  term 
adjustment  calculation  would  be  unnecessarily  complex. 

Comment  13:  One  comment  stated  that  the  reduction  in  § 
1.703(f)  for  failure  to  reply  within  three  months  even  where  the 
Office  sets  a  longer  period  is  a  subtle  point  which  should  be 
mentioned  in  the  rules  as  well  as  being  stated  in  any  commu- 
nication setting  a  period  for  reply  of  longer  than  three  months. 

Response:  The  suggestion  to  expressly  mention  in  any  com- 
munication warning  applicants  that  any  reply  not  received 
within  three  months  of  an  Office  action  may  result  in  a 
reduction  to  any  patent  term  adjustment,  even  where  the  Office 
action  sets  forth  a  longer  period  for  reply,  has  been  adopted. 
The  Office  is  planning  to  modify  forms  used  by  patent 
examiners  to  include  this  warning. 

Comment  14:  One  comment  argued  that  the  phrase  "processing 
or  examination"  in  35  U.S.C.  154(b)(2)(C)(ii)  and  (iii)  means 
the  same  thing  as  "prosecution"  in  35  U.S.C.  154(b)(2)(C)(i). 

Response:  The  Office  agrees  with  this  interpretation  of  35 
U.S.C.  154(b)(2)(C).  Section  1.704(a)  uses  the  term  "prosecu- 
tion (processing  or  examination)"  for  this  reason. 


Conmient  15:  One  comment  objected  to  §  1.704(b),  arguing 
that  foreign  applicants,  especially  those  from  non-English 
speaking  countries,  need  more  time  to  reply  to  an  Office  action 
than  United  States  applicants  and  argued  that  one  additional 
month  should  be  considered  as  not  being  a  failure  to  engage  in 
reasonable  efforts  to  conclude  prosecution. 

Response:  The  language  in  §  1.704(b)  is  taken  directly  from  35 
U.S.C.  154(b)(2)(C)(ii),  wherein  Congress  stated  that  a  delay 
in  a  reply  beyond  three  months  is  per  se  a  failure  to  engage  in 
reasonable  efforts.  Moreover,  Congress  provided  that  if  appli- 
cant makes  a  showing  that  in  spite  of  all  due  care  applicant  was 
unable  to  reply  within  the  three-month  period,  the  adjustment 
may  be  reinstated.  Since  Congress  provided  that  applicants 
must  make  a  showing  explaining  that  the  delay  was  in  spite  of 
all  due  care  for  a  reply  beyond  three  months  not  to  be  a  failure 
to  engage  in  reasonable  efforts,  the  Office  cannot  by  rule 
provide  that  a  reply  within  a  longer  period  is  not  failure  to 
engage  in  reasonable  efforts  to  conclude  prosecution  (absent  a 
showing  explaining  that  the  delay  was  in  spite  of  all  due  care). 

Comment  16:  Another  comment  objected  to  the  use  of  "or 
given"  in  the  phrase  "measuring  such  three-month  period  from 
the  date  the  notice  or  action  was  mailed  or  given  to  the 
applicant"  in  §  1.704(b),  and  argued  that  §  1.2  requires  all 
correspondence  to  be  in  writing,  and  allowing  an  oral  restric- 
tion requirement  to  start  a  period  for  the  applicant  to  reply 
would  not  be  consistent  with  §  1.2.  In  addition,  the  comment 
argued  that  sometimes  a  message  is  left  on  an  answering 
machine  and  such  a  message  should  not  be  considered  notice 
of  an  objection  or  other  requirement. 

Response:  The  phrase  "measuring  such  three-month  period 
from  the  date  the  notice  [or  action]  was  mailed  or  given  to  the 
applicant"  (emphasis  added)  is  taken  almost  directly  from  35 
U.S.C.  154(b)(2)(C)(ii).  The  Office  is  using  the  statutory 
language  "mailed  or  given,"  rather  than  "mailed,"  because  the 
Office  envisions  that  it  may  one  day  issue  (or  "give")  actions 
or  notices  by  means  other  than  mailing  (e.g.,  by  facsimile 
transmission  or  e-mail  message  over  the  Internet).  The  Office, 
however,  does  not  envision  that  it  would  issue  (or  "give") 
actions  or  notices  by  non- written  means  (e.g.,  a  telephone 
conversation).  Thus,  a  telephone  message  left  on  an  answering 
machine  would  not  constitute  the  giving  notice  of  an  objection 
or  other  requirement. 

Comment  17:  One  comment  suggested  that  setting  forth  "strict 
examples"  in  §  1.704(c)  of  circumstances  of  when  applicant 
has  failed  to  engage  in  reasonable  efforts  to  conclude  prosecu- 
tion (or  processing  or  examination)  of  an  application  is 
inconsistent  with  the  legislative  intent  of  Congress  in  enacting 
the  provisions  of  35  U.S.C.  154(b)(2)(C)(iii).The  comment 
suggested  that  a  reduction  of  patent  term  adjustment  under  35 
U.S.C.  154(b)(2)(C)  should  occur  to  prevent  only  "the  few 
applicants  who  engage  in  intentional  or  unjustifiable  delay 
tactics"  from  abusing  the  system,  such  that  "only  the  most 
egregious  and  obvious  delay  tactics  will  go  unrewarded," 
citing  to  H.R.  Rep.  No.  105-39  at  66  (1997).  The  comment 
suggested  that  the  regulations  are  so  strict  as  to  require  the 
applicant  to  be  a  "perfect"  applicant  rather  than  a  "diligent"  or 
"reasonable"  applicant.The  comment  suggested  that  the  Office 
should  instead  review  each  application  on  a  case-by-case  basis 
to  determine  a  reduction  of  patent  term  adjustment  is  war- 
ranted due  to  the  applicant's  failure  to  engage  in  reasonable 
efforts  to  conclude  prosecution  (or  processing  or  examination) 
of  an  application. 

Response:  35  U.S.C.  154(b)(2)(C)  provides  that:  (1)  The  Office 
is  to  prescribe  regulations  estabUshing  the  circumstances  that 
constitute  a  failure  of  an  applicant  to  engage  in  reasonable 
efforts  to  conclude  processing  or  examination  of  an  application 
(35  U.S.C.  154(b)(2)(C)(iii));  and  (2)  the  period  of  patent  term 
adjustment  under  35  U.S.C.  154(b)(1)  shall  be  reduced  by  a 
period  equal  to  the  period  of  time  during  which  the  applicant 
failed  to  engage  in  reasonable  efforts  to  conclude  prosecution 
of  an  application  (35  U.S.C.  154(b)(2)(C)(i)).  Thus,  promul- 
gating regulations  that  set  forth  "strict  examples"  of  circum- 
stances of  when  apphcant  has  failed  to  engage  in  reasonable 
efforts  to  conclude  prosecution  (or  processing  or  examination) 
of  an  application  (rather  than  considering  apphcations  on  an  ad 
hoc  or  case-by-case  basis)  is  not  only  consistent  with  35  U.S.C. 
154(b)(2)(C),  it  is  what  the  Office  is  required  to  do  under  35 
U.S.C.  154(b)(2)(C)(iii). 


March  2,  2004 


U.S.  PATENT  AND  TRADEMARK  OFHCE 


1280  OG  301 
(132) 


The  cited  House  Report  (H.R.  Rep.  No.  105-39)  is  of  ques- 
tionable reliability  in  interpreting  the  patent  term  adjustment 
provisions  of  the  American  Inventors  Protection  Act  of  1999 
concerning  the  Office's  authority  to  prescribe  regulations 
establishing  the  circumstances  that  constitute  a  failure  of  an 
applicant  to  engage  in  reasonable  efforts  to  conclude  process- 
ing or  examination  of  an  application  (35  U.S.C. 
154(b)(2)(C)(iii)).  H.R.  Rep.  No.  105-39  is  the  Committee 
Report  for  the  21st  Century  Patent  System  Improvement  Act, 
H.R.  400,  105th  Cong.,  (1997),  which  was  passed  by  the 
House  of  Representatives  on  April  23,  1997,  but  was  not 
enacted  into  law. 

The  American  Inventors  Protection  Act  of  1999  is  title  IV  of 
the  Intellectual  Property  and  Communications  Omnibus  Re- 
form Act  of  1999  (S.  1948),  and  S.  1948  was  incorporated  and 
enacted  into  law  as  part  of  Pub.  L.  106-113.  The  Conference 
Report  for  H.R.  3194,  106th  Cong.,  1st.  Sess.  (1999),  which 
resulted  in  Pub.  L.  106-113,  does  not  contain  any  discussion 
(other  than  the  incorporated  language)  of  S.  1948.  See  H.R. 
Conf.  Rep.  No.  106-497,  at  37  and  1089-174  (1999).  A 
section-by-section  analysis  of  S.  1948,  however,  was  printed  in 
the  Congressional  Record  at  the  request  of  Senator  Lott.  See 
145  Cong.  Rec.  514,708-26  (1999)  (daily  ed.  Nov.  17,  1999). 
This  section-by-section  analysis  of  the  patent  term  adjustment 
provisions  of  the  American  Inventors  Protection  Act  of  1999 
provides,  in  relevant  part,  that: 

Subtitle  D  amends  the  provisions  in  the  Patent  Act  that 
compensate  patent  applicants  for  certain  reductions  in  patent 
term  that  are  not  the  fault  of  the  applicant.  The  provisions  that 
were  initially  included  in  the  term  adjustment  provisions  of 
patent  bills  in  the  105th  Congress  only  provided  adjustments 
for  up  to  10  years  for  secrecy  orders,  interferences,  and 
successful  appeals.  Not  only  are  these  adjustments  too  short  in 
some  cases,  but  no  adjustments  were  provided  for  administra- 
tive delays  caused  by  the  [Office]  that  were  beyond  the  control 
of  the  applicant.  Accordingly,  subtitle  D  removes  the  10  year 
caps  from  the  existing  provisions,  adds  a  new  provision  to 
compensate  appUcants  fully  for  [OfficeJ-caused  administrative 
delays,  and,  for  good  measure,  includes  a  new  provision 
guaranteeing  diligent  applicants  at  least  a  17-year  term  by 
extending  the  term  of  any  patent  not  granted  within  three  years 
of  filing.  Thus,  no  patent  applicant  diUgently  seeking  to  obtain 
a  patent  will  receive  a  term  of  less  than  the  17  years  as 
provided  under  the  pre-GATT  standard;  in  fact,  most  will 
receive  considerably  more.  Only  those  who  purposely  manipu- 
late the  system  to  delay  the  issuance  of  their  patents  will  be 
penalized  under  subtitle  D,  a  result  that  the  Conferees  believe 
entirely  appropriate. 

Section  4402  amends  [35  U.S.C]  154(b)  of  the  Patent  Act 
covering  term. 

First,  new  [35  U.S.C]  154(b)(l)(A)(i)-(iv)  guarantees  day-for- 
day  restoration  of  term  lost  as  a  result  of  delay  created  by  the 
[Office]  when  the  [Office]  fails  to: 

(1)  Make  a  notification  of  the  rejection  of  any  claim  for  a 
patent  or  any  objection  or  argument  under  [35  U.S.C]  132,  or 
give  or  mail  a  written  notice  of  allowance  under  [35  U.S.C] 
151,  within  14  months  after  the  date  on  which  a  non- 
provisional  apphcation  was  actually  filed  in  the  [Office]; 

(2)  Respond  to  a  reply  under  [35  U.S.C]  132,  or  to  an 
appeal  taken  under  [35  U.S.C.  ]  134,  within  four  months  after 
the  date  on  which  the  reply  was  filed  or  the  appeal  was  taken; 

(3)  Act  on  an  application  within  four  months  after  the  date 
of  a  decision  by  the  Board  of  Patent  Appeals  and  Interferences 
under  [35  U.S.C]  134  or  135  or  a  decision  by  a  Federal  court 
under  [35  U.S.C]  141,  145,  or  146  in  a  case  in  which 
allowable  claims  remain  in  the  application;  or 

(4)  Issue  a  patent  within  four  months  after  the  date  on  which 
the  issue  fee  was  paid  under  [35  U.S.C]  151  and  all  outstand- 
ing requirements  were  satisfied. 

Further,  subject  to  certain  limitations,  infra,  [35  U.S.C] 
154(b)(1)(B)  guarantees  a  total  application  pendency  of  no 
more  than  three  years.  Specifically,  day-for-day  restoration  of 
term  is  granted  if  the  [Office]  has  not  issued  a  patent  within 
three  years  after  "the  actual  date  of  the  application  in  the 
United  States."  This  language  was  intentionally  selected  to 
exclude  the  filing  date  of  an  application  under  the  Patent 


Cooperation  Treaty  (PCT).  Otherwise,  an  applicant  could 
obtain  up  to  a  30-month  extension  of  a  U.S.  patent  merely  by 
filing  under  PCT,  rather  than  directly  in  the  [Office],  gaining  an 
unfair  advantage  in  contrast  to  strictly  domestic  applicants. 
Any  periods  of  time- 

(1)  consumed  in  the  continued  examination  of  the  applica- 
tion under  [35  U.S.C]  132(b); 

(2)  lost  due  to  an  interference  under  [35  U.S.C]  135(a),  a 
secrecy  order  under  [35  U.S.C]  181,  or  appellate  review  by  the 
Board  of  Patent  Appeals  and  Interferences  or  by  a  Federal 
court  (irrespective  of  the  outcome);  and 

(3)  incurred  at  the  request  of  an  applicant  in  excess  of  the 
three  months  to  respond  to  a  notice  from  the  Office  permitted 
by  [35  U.S.C]  154(b)(2)(C)(ii)  unless  excused  by  a  showing 
by  the  applicant  under  [35  U.S.C]  154(b)(3)(C)  that  in  spite  of 
all  due  care  the  applicant  could  not  respond  within  three 
months  shall  not  be  considered  a  delay  by  the  [Office]  and  shall 
not  be  counted  for  purposes  of  determining  whether  the  patent 
issued  within  three  years  from  the  actual  filing  date. 

Day-for-day  restoration  is  also  granted  under  new  [35  U.S.C] 
154(b)(1)(C)  for  delays  resulting  from  interferences,  secrecy 
orders,  and  appeals  by  the  Board  of  Patent  Appeals  and 
Interferences  or  a  Federal  court  in  which  a  patent  was  issued  as 
a  result  of  a  decision  reversing  an  adverse  determination  of 
patentability. 

Section  4402  imposes  limitations  on  restoration  of  term.  In 
general,  pursuant  to  [35  U.S.C]  154(b)(2)(A)-(C),  total  adjust- 
ments granted  for  restorations  under  [35  U.S.C.  154](b)(l)  are 
reduced  as  follows: 

(1)  To  the  extent  that  there  are  multiple  grounds  for 
extending  the  term  of  a  patent  that  may  exist  simultaneously 
(e.g.,  delay  due  to  a  secrecy  order  under  [35  U.S.C]  181  and 
administrative  delay  under  [35  U.S.C]  154(b)(1)(A)),  the  term 
should  not  be  extended  for  each  ground  of  delay  but  only  for 
the  actual  number  of  days  that  the  issuance  of  a  patent  was 
delayed; 

(2)  The  term  of  any  patent  which  has  been  disclaimed 
beyond  a  date  certain  may  not  receive  an  adjustment  beyond 
the  expiration  date  specified  in  the  disclaimer;  and 

(3)  Adjustments  shall  be  reduced  by  a  period  equal  to  the 
time  in  which  the  applicant  failed  to  engage  in  reasonable 
efforts  to  conclude  prosecution  of  the  application,  based  on 
regulations  developed  by  the  Director,  and  an  applicant  shall 
be  deemed  to  have  failed  to  engage  in  such  reasonable  efforts 
for  any  periods  of  time  in  excess  of  three  months  that  are  taken 
to  respond  to  a  notice  from  the  Office  making  any  rejection  or 
other  request; 

New  [35  U.S.C]  154(b)(3)  sets  forth  the  procedures  for  the 
adjustment  of  patent  terms.  [35  U.S.C.  154(b)](3)(A)  empow- 
ers the  Director  to  establish  regulations  by  which  term  exten- 
sions are  determined  and  contested.  Paragraph  (3)(B)  requires 
the  Director  to  send  a  notice  of  any  determination  with  the 
notice  of  allowance  and  to  give  the  applicant  one  opportunity 
to  request  reconsideration  of  the  determination.  Paragraph 
(3)(C)  requires  the  Director  to  reinstate  any  time  the  applicant 
takes  to  respond  to  a  notice  from  the  Office  in  excess  of  three 
months  that  was  deducted  from  any  patent  term  extension  that 
would  otherwise  have  been  granted  if  the  applicant  can  show 
that  he  or  she  was,  in  spite  of  all  due  care,  unable  to  respond 
within  three  months.  In  no  case  shall  more  than  an  additional 
three  months  be  reinstated  for  each  response.  Paragraph  (3)(D) 
requires  the  Director  to  grant  the  patent  after  completion  of 
determining  any  patent  term  extension  irrespective  of  whether 
the  applicant  appeals. 

New  [35  U.S.C]  154(b)(4)  regulates  appeals  of  term  adjust- 
ment determinations  made  by  the  Director.  Paragraph  (4)(A) 
requires  a  dissatisfied  applicant  to  seek  remedy  in  the  District 
Court  for  the  District  of  Columbia  under  the  Administrative 
Procedures  Act  within  1 80  days  after  the  grant  of  the  patent. 
The  Director  shall  alter  the  term  of  the  patent  to  reflect  any 
final  judgment.  Paragraph  (4)(B)  precludes  a  third  party  from 
challenging  the  determination  of  a  patent  term  prior  to  patent 
grant. 

See  145  Cong.  Rec.  S  14,7 18  (footnotes  omitted). 
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In  addition,  since  the  patent  term  adjustment  provisions  of  the 
American  Inventors  Protection  Act  of  1999  contained  in  Pub. 
L.  106-113  are  identical  to  the  patent  term  adjustment  provi- 
sions in  title  IV  of  the  Intellectual  Property  and  Communica- 
tions Omnibus  Reform  Act  of  1999  (H.R.  1554),  the  joint 
statement  in  the  Conference  Report  for  H.R.  1554  may  also  be 
useful  in  interpreting  the  patent  term  adjustment  provisions  of 
the  American  Inventors  Protection  Act  of  1999.  The  joint 
statement  in  the  Conference  Report  for  H.R.  1554  contains  an 
identical  discussion  of  its  patent  term  adjustment  provisions. 
See  H.R.  Conf.  Rep.  No.  106-464,  at  125-27  (1999). 

The  language  rehed  upon  for  the  position  that  the  provisions  of 
§  1.704(c)  (establishing  the  circumstances  that  constitute  a 
failure  of  an  applicant  to  engage  in  reasonable  efforts  to 
conclude  processing  or  examination  of  an  application)  are 
inconsistent  with  the  legislative  intent  of  Congress  in  enacting 
the  provisions  of  35  U.S.C.  154(b)(2)(C)(iii)  is  not  included  in 
either  the  section-by-section  analysis  of  S.  1948  by  Senator 
Lott  or  the  Conference  Report  for  H.R.  1554  (H.R.  Conf.  Rep. 
No.  106-464).  In  addition,  while  H.R.  400  is  one  of  the 
forerunners  of  the  patent  term  adjustment  provisions  enacted 
into  law  in  the  American  Inventors  Protection  Act  of  1999,  the 
provision  concerning  the  establishment  of  circumstances  that 
constitute  a  failure  of  an  applicant  to  engage  in  reasonable 
efforts  to  conclude  processing  or  examination  of  an  application 
contained  in  the  American  Inventors  Protection  Act  of  1999  is 
not  the  same  as  the  corresponding  provision  in  H.R.  400. 

In  any  event,  the  provisions  of  §  1.704(c)  do  not  require  an 
applicant  to  be  "perfect"  or  even  "diUgent"  when  prosecuting 
an  appUcation  to  avoid  a  reduction  of  patent  term  adjustment; 
§  1.704(c)  simply  requires  that  an  appUcant  refrain  from 
engaging  in  actions  or  inactions  that  prevent  or  interfere  with 
the  Office's  ability  to  process  or  examine  an  application.  An 
apphcant  who  is  engaging  in  actions  or  inactions  that  prevent 
or  interfere  with  the  Office's  ability  to  process  or  examine  an 
application  cannot  reasonably  be  characterized  as  "engag[ing] 
in  reasonable  efforts  to  conclude  processing  or  examination  of 
an  application"  (35  U.S.C.  154(b)(2)(C)(i)). 

That  conduct  (an  action  or  inaction)  has  been  established  in  § 
1.704  as  circumstances  constituting  a  failure  of  an  applicant  to 
engage  in  reasonable  efforts  to  conclude  processing  or  exami- 
nation of  an  application  should  not  be  taken  as  an  indication 
that  such  conduct  is  unreasonable  per  se.  If  Congress  consid- 
ered taking  longer  than  three  months  to  reply  to  an  Office 
action  or  notice  to  be  unreasonable  per  se,  Congress  would 
simply  have  amended  title  35,  U.S.C,  to  provide  a  statutory 
period  of  three  months  to  reply  to  all  Office  actions  or  notices. 
The  patent  statute  (and  specifically  the  fee  extension  provi- 
sions of  35  U.S.C.  41(a)(8)),  however,  permits  applicants  to 
take  longer  than  three  months  to  reply  to  an  Office  action  or 
notice  even  in  the  absence  of  showing  that,  in  spite  of  all  due 
care,  the  applicant  was  unable  to  reply  within  a  three-month 
period.  Nevertheless,  35  U.S.C.  154(b)(2)(C)(ii)  provides  that 
an  applicant  shall  be  deemed  to  have  failed  to  engage  in 
reasonable  efforts  to  conclude  prosecution  for  the  cumulative 
total  of  any  periods  of  time  in  excess  of  three  months  that  are 
taken  to  reply  to  any  notice  or  action  by  the  Office  making  any 
rejection,  objection,  argument,  or  other  request.  Thus,  Con- 
gress concluded  that  there  is  conduct  during  the  prosecution  of 
an  application  that  is  not  unreasonable  per  se,  but  which  is  a 
failure  to  engage  in  reasonable  efforts  to  conclude  processing 
or  examination  of  an  application.  Conversely,  that  conduct  is 
permitted  by  the  patent  statute  and  rules  of  practice  does  not 
imply  that  such  conduct  is  not  a  failure  to  engage  in  reasonable 
efforts  to  conclude  processing  or  examination  of  an  applica- 
tion. 

Comment  18:  One  comment  objected  to  §  1.704(c)  as  being 
overly  broad  and  not  being  limited  to  the  situations  where 
applicant's  actions  or  inactions  have  hindered  the  Office's 
ability  to  process  or  examine  the  application.  Several  other 
comments  argued  that  §  1.704(c)  sets  off  an  applicant  delay 
against  unrelated  Office  delays  (e.g.,  one  comment  noted  that  if 
in  an  application  the  Office  does  not  issue  a  first  Office  action 
until  fifteen  months  after  the  application's  filing  date  and  later 
applicant  files  a  notice  of  appeal  followed  by  an  appeal  brief 
two  months  later,  and  an  examiner's  answer  is  mailed  two 
months  after  the  appeal  brief  is  filed,  the  applicant  would 
receive  no  term  adjustment,  and  argued  that  there  was  "no 
logical  reason"  for  such  a  setoff).  Another  comment  argued 
that  the  result  is  that  appUcants  are  penalized  twice  for  actions 


which  are  characterized  as  a  failure  to  engage  in  reasonable 
efforts  to  conclude  prosecution:  once  because  their  patent 
issues  later  than  it  would  have  had  the  applicant  not  delayed 
and  a  second  time  because  they  receive  a  lesser  term  adjust- 
ment than  they  would  have  without  their  delay. 

Response:  Section  1.704  as  adopted  (i.e.,  not  adopting  pro- 
posed §§  1.704(c)(6),  1.704(c)(7),  1.704(c)(8),  1.704(c)(9), 
and  1.704(c)(13))  will  result  in  fewer  situations  in  which  patent 
term  adjustment  is  reduced  by  an  action  or  inaction  that  did  not 
cause  or  contribute  to  the  patent  term  adjustment. 

Nevertheless,  35  U.S.C.  154(b)  provides  that  the  period  of 
patent  term  adjustment  under  35  U.S.C.  154(b)(1)  "shall  be 
reduced  by  a  period  equal  to  the  period  of  time  during  which 
the  apphcant  failed  to  engage  in  reasonable  efforts  to  conclude 
prosecution  of  the  appUcation."  See  35  U.S.C.  154(b)(2)(C)(i). 
35  U.S.C.  154(b)(l)(C)(i)  does  not  require  the  applicant's 
action  or  inaction  (that  amounts  to  a  failure  to  engage  in 
reasonable  efforts  to  conclude  prosecution  of  the  application) 
to  have  caused  or  contributed  to  patent  term  adjustment  for  the 
period  of  adjustment  to  be  reduced  due  to  such  action  or 
inaction.  The  patent  term  adjustment  provisions  of  35  U.S.C. 
154(b)  create  a  balanced  system  allowing  for  patent  term 
adjustment  due  to  Office  delays  for  a  reasonably  diligent 
applicant.  Since  the  public  has  an  interest  in  the  technology 
disclosed  and  covered  by  a  patent  being  available  to  the  public 
at  the  earhest  possible  date,  it  is  appropriate  to  reduce  patent 
term  adjustment  by  any  period  of  time  during  which  applicant 
failed  to  engage  in  reasonable  efforts  to  conclude  prosecution 
of  the  application,  regardless  of  whether  the  apphcant' s  actions 
or  inactions  caused  or  contributed  to  patent  term  adjustment. 

Comment  19:  One  comment  objected  to  §  1.704(c)  not  being 
limited  to  the  proposed  sixteen  enumerated  events  that  would 
result  in  reduction  in  term  adjustment,  but  being  also  appli- 
cable to  situations  where  an  applicant  acts  in  a  manner  which 
would  delay  the  conclusion  of  prosecution  (arguing,  e.g.,  that 
an  applicant  should  not  have  to  accept  a  "picture  claim"  or  face 
a  reduction  to  any  term  adjustment).  In  addition,  the  comment 
stated  that  it  is  unclear  what  petitions  the  Office  considers 
meritless  since  the  Office  does  not  publish  petition  decisions. 

Response:  The  Office  anticipates  that  some  applicants  will  seek 
out  ways  to  manipulate  the  system  to  their  advantage  no  matter 
how  exhaustive  a  listing  of  circumstances  the  Office  were  to  set 
forth  in  §  1.704(c).  Thus,  the  Office  must  provide  that  the 
enumerated  circumstances  in  §  1.704(c)  are  exemplary  (and 
not  exhaustive)  to  avoid  always  being  one  step  behind  such 
applicants. 

As  discussed  above,  the  Office  plans  to  calculate  patent  term 
adjustment  with  a  computer  program  that  uses  the  PALM 
system  records  of  the  dates  of  receipt  and  nature  of  applicant 
correspondence  and  of  the  dates  of  mailing  and  nature  of  Office 
actions  or  notices.  This  automated  approach  will  not  lend  itseff 
to  basing  a  reduction  of  patent  term  adjustment  on  circum- 
stances not  enumerated  in  §  1.704(c)  except  in  the  most 
peculiar  situations  (e.g.,  unsuccessfully  seeking  reconsidera- 
tion or  judicial  review  of  a  petition  decision  designated  as  final 
agency  action).  Finally,  while  the  Office  does  not  submit 
petition  decisions  for  publication  in  the  United  States  Patent 
Quarterly  as  a  matter  of  course,  the  Office  does  post  a  variety 
of  petition  decisions  on  its  Internet  Web  site  (on  the  FOIA  Web 
page,  FOIA  Reading  Room  (http://www.uspto.gov/web/of- 
fices/com/sol/  foia/readroom.htm).  Final  Decisions  of  the  Of- 
fice of  the  Conmiissioner). 

Comment  20:  One  comment  argued  that  the  reduction  in  § 
1.704(c)(1)  being  equal  to  the  time  between  the  date  a  request 
for  suspension  of  action  under  §  1.103  was  filed  and  ending  on 
the  date  the  suspension  was  terminated  should  only  be  apphed 
against  any  period  where  an  adjustment  is  caused  (e.g.,  against 
the  three-year  period). 

Response:  As  discussed  above,  35  U.S.C.  154(b)(2)(C)(i) 
provides  that  the  Office  shall  reduce  any  term  adjustment  by 
the  period  of  time  in  which  applicant  has  failed  to  engage  in 
reasonable  efforts  to  conclude  prosecution,  regardless  of 
whether  the  applicant's  actions  or  inactions  caused  or  contrib- 
uted to  patent  term  adjustment. 
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Comment  21:  One  comment  stated  that  making  the  period  of 
reduction  in  §  1.704(c)(2)  equal  to  the  time  between  the  date  a 
request  for  deferral  from  issuance  is  filed  to  the  date  of  issue  of 
the  patent  was  unfair  because  it  includes  the  time  in  which  the 
patent  is  printed.  Another  comment  argued  that  the  period 
should  only  be  used  to  reduce  a  period  of  adjustment  under  § 
1 .703(a)(6)  and  (b)  (failure  to  issue  a  patent  within  four  months 
of  the  issue  fee  and  compliance  with  all  formal  requirements, 
and  failure  to  issue  a  patent  within  three  years  of  the  filing  date 
of  the  application). 

Response:  An  applicant  can  avoid  any  reduction  of  patent  term 
adjustment  under  §  1.703(c)(2)  by  refraining  from  requesting 
that  the  OflBce  suspend  or  defer  action  in  the  application.  An 
applicant  who  affirmatively  seeks  a  deferral  of  action  by  the 
Office  should  not  complain  that  such  a  request  has  resulted  in 
a  reduction  of  any  patent  term  adjustment  due  to  administrative 
delays  by  the  Office. 

Comment  22:  One  comment  stated  that  the  proposal  to  make 
the  period  of  reduction  in  §  1.704(c)(3)  run  from  the  date  of 
abandonment  to  the  date  a  favorable  decision  is  mailed  was 
unfair.  The  comment  suggested  that  the  applicant  should  not  be 
charged  with  periods  beyond  four  months  from  the  date  a 
petition  is  filed  (as  provided  in  proposed  §  1.704(c)(15)). 

Response:  The  suggestion  is  adopted  to  the  extent  described 
below.  In  many  apphcations,  the  first-filed  petitions  to  revive 
an  application  or  to  accept  late  payment  is  not  grantable  and 
further  evidence,  a  terminal  disclaimer  or  a  fee  is  required 
before  it  can  be  granted.  The  Office  of  Petitions  may  call  the 
applicant  and  request  the  necessary  item,  have  the  applicant 
send  it  by  facsimile  transmission,  and  then  grant  the  petition  on 
the  same  day.  Section  1.704(c)(3)  has  been  revised  to  state  that 
the  period  of  reduction  will  be  the  number  of  days,  if  any, 
beginning  on  the  date  of  abandonment  or  the  date  after  the  date 
the  issue  fee  was  due  and  ending  on  the  earlier  of:  (1)  the  date 
of  mailing  of  the  decision  reviving  the  application  or  accepting 
late  payment  of  the  issue  fee  §  1.703;  or  (2)  the  date  that  is  four 
months  after  the  date  the  grantable  petition  to  revive  the 
application  or  accept  late  payment  of  the  issue  fee  was  filed. 

Coimnent  23:  One  comment  argued  that  the  periods  of 
reduction  in  §  1.704(c)(3)  and  (c)(4)  should  be  combined  and 
that  the  period  should  be  reinstated  if  the  abandonment  was  not 
the  fault  of  applicant.  Another  comment  argued  that  a  reduc- 
tion should  apply  only  if  the  abandonment  was  unintentional 
(not  unavoidable). 

Response:  The  suggestions  are  not  adopted.  The  provisions  of 
§  1.704(c)(3)  relate  to  situations  in  which  the  application  was 
in  fact  abandoned,  but  the  abandonment  was  either  unavoid- 
able or  unintentional  (permitting  revival  of  the  application).  If 
an  application  is  not  properly  held  abandoned  (is  not  in  fact 
abandoned),  the  applicant  should  not  petition  to  revive  under  § 
1.137,  but  should  petition  to  have  the  (improper)  holding  of 
abandonment  withdrawn.  The  provisions  of  §  1.704(c)(4) 
relate  to  where  the  holding  of  abandonment  is  withdrawn 
because  applicant  has  shown,  for  example,  that  the  application 
became  abandoned  because  the  Office  mailed  a  communication 
to  the  incorrect  address,  or  apphcant  did  not  receive  the 
communication.  When  a  petition  to  withdraw  the  holding  of 
abandonment  is  granted,  the  application  is  treated  as  never 
having  been  abandoned,  but  where  an  application  is  revived 
the  period  in  which  the  application  was  abandoned  is  a  failure 
to  engage  in  reasonable  efforts  to  conclude  prosecution.  Since 
the  two  concepts  are  different,  they  have  been  separated  into 
separate  paragraphs  of  §  1 .704. 

Section  1.704(c)(3)  applies  regardless  of  whether  the  abandon- 
ment was  unavoidable  or  just  unintentional  (but  not  unavoid- 
able). The  abandonment  of  an  application  as  a  result  of  actions 
or  inactions  within  the  control  of  applicant  (and  outside  the 
control  of  the  Office)  does  not  preclude  a  finding  of  unavoid- 
able delay.  See,  e.g..  In  re  Lonardo.  17  USPQ2d  1455  (Comm'r 
Pat.  1990)(delay  caused  by  deception  of  applicant  by  appli- 
cant's representative);  Ex  parte  Pratt.  1887  Dec.  Comm'r  Pat. 
31  (1887)(delay  caused  by  error  by  representative's  clerical 
stafO;  In  re  Katrapat,  A.G.,  6  USPQ2d  1863  (Comm'r  Pat. 
1988)(same).  Such  action,  however,  is  still  considered  a  failure 
to  engage  in  reasonable  efforts  to  conclude  prosecution  of  the 
application. 


Comment  24:  Another  comment  argued  that  the  reduction  in  § 
1.704(c)(4)  was  unfair  because  it  will  generate  a  need  for 
applicant  to  file  a  petition  under  §  1.705. 

Response:  The  Office  is  mindful  that  if  a  petition  to  withdraw 
the  holding  of  abandonment  is  granted,  the  Office's  PALM 
system  records  should  be  checked  to  ensure  that  the  correct 
term  adjustment  determination  is  made.  As  discussed  above, 
applicants  may  check  the  Office's  PALM  system  records  for 
their  applications  through  PAIR  at  http://pair.uspto.gov  (and 
are  encouraged  to  do  so).  For  example,  if  applicant  shows  that 
a  reply  was  filed  in  the  Office  on  March  2,  but  the  March  2 
reply  was  never  matched  with  the  file,  when  the  petition  to 
withdraw  the  holding  of  abandonment  is  granted,  the  receipt  of 
a  paper  on  March  2  should  be  recorded  on  the  Office's  PALM 
system  records.  An  applicant  who  receives  a  Notice  of  Aban- 
donment and  does  not  request  that  the  holding  be  withdrawn 
within  two  months  of  the  mailing  date  of  the  notice,  however, 
is  considered  to  have  failed  to  engage  in  reasonable  efforts  to 
conclude  prosecution  and  it  is  appropriate  to  use  this  period 
under  §  1.704(c)(3)  as  a  reduction. 

Comment  25:  One  comment  generally  agreed  with  § 
1.704(c)(4),  but  objected  to  a  "blameless  applicant"  who  never 
received  a  Notice  of  Abandonment  experiencing  a  reduction  in 
term  adjustment  because  they  did  not  reply  to  the  Notice 
within  two  months. 

Response:  The  Office  currently  issues  over  160,000  patents 
each  year.  The  only  practical  way  to  perform  the  calculations 
required  by  the  patent  term  adjustment  provisions  of  35  U.S.C. 
154  (and  its  implementation  regulations)  is  by  a  program  using 
the  information  contained  in  the  PALM  system.  If  the  patent 
term  adjustment  were  to  be  manually  calculated  for  each 
application,  the  time  required  for  the  term  adjustment  calcula- 
tion could  exceed  the  time  required  to  otherwise  process  the 
application.  In  order  to  minimize  the  cost  of  the  patent  term 
adjustment  determination  and  conserve  resources  for  exami- 
nation of  the  application  (e.g.,  the  prior  art  search  and  a 
decision  of  whether  the  claims  are  patentable),  it  is  imperative 
that  as  much  of  the  computation  be  done  using  the  Office's 
automated  information  systems.  The  computer  program  must 
rely  upon  the  information  in  the  Office's  PALM  system  records 
for  the  dates  of  receipt  of  applicant  correspondence  and  the 
dates  of  mailing  of  Office  actions  or  notices  and  of  the  nature 
of  such  apphcant  correspondence  and  Office  actions  or  notices. 
As  discussed  above,  applicants  may  check  the  Office's  PALM 
system  records  for  their  applications  through  the  PAIR  system 
at  http://pair.uspto.gov  (and  are  encouraged  to  do  so). 

Corrmient  26:  Two  comments  argued  that  in  §  1.704(c)(5),  the 
reduction  for  conversion  of  a  provisional  apphcation  to  a 
non-provisional  application  should  only  offset  periods  of 
adjustment  in  §  1.703(a)(1)  and  (b)  (the  fourteen-month  and 
three-year  provisions). 

Response:  35  U.S.C.  154(b)(2)(C)(i)  provides  that  the  period 
of  adjustment  "shall  be  reduced  by  a  period  equal  to  the  period 
of  time  during  which  the  applicant  failed  to  engage  in 
reasonable  efforts  to  conclude  prosecution  of  the  application." 
In  any  event,  requesting  conversion  of  a  provisional  applica- 
tion into  a  nonprovisional  application  is  a  poor  choice  for  any 
applicant  interested  in  maximizing  patent  term.  See  Changes  to 
Application  Examination  and  Provisional  Application  Practice. 
Interim  Rule,  65  PR  14865,  14866  (Mar.  20,  2000),  1233  Off. 
Gaz.  Pat.  Office  47,  47  (Apr.  11,  2000).  In  addition,  converting 
a  provisional  application  into  a  nonprovisional  application 
(rather  than  simply  processing  a  nonprovisional  application 
that  claims  the  benefit  of  the  provisional  application's  filing 
date)  requires  exception  processing  by  the  Office.  As  discussed 
above,  applicants  who  prosecute  applications  in  a  manner  that 
requires  exception  handling  by  the  Office  have  no  complaint 
concerning  the  negative  patent  term  impacts  that  result  from 
their  poor  choices. 

Comment  27:  Several  comments  argued  that  the  provisions  of 
§  1 .704(c)(6)  reducing  patent  term  adjustment  for  all  the  time 
taken  by  an  applicant  to  complete  the  requirements  of  a  patent 
application  were  an  unfair  penalty.  The  comments  argued  that 
there  should  be  a  relationship  between  the  reduction  and  an 
adjustment,  that  the  Office  should  be  able  to  demonstrate  that 
the  actions  of  the  applicant  resulted  in  delays  in  examination  of 
that  application,  and  that  it  was  not  unreasonable  to  file  an 
application  as  soon  as  possible  and  to  file  an  executed  oath  or 
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declaration,  formal  drawings  or  a  translation  of  the  application 
at  a  later  date.  Another  comment  argued  that  the  provisions  of 
§  1.704(c)(6)  penahzed  an  applicant  for  the  Office's  delay  in 
assigning  an  application  number.  Another  comment  argued  that 
it  is  better  for  the  Office  for  the  appUcant  to  wait  until  a  Notice 
to  File  Missing  Parts  of  Application  is  received  than  for  the 
applicant  to  file  the  missing  parts  after  filing  the  application 
and  without  a  copy  of  a  Notice  to  File  Missing  Parts  of 
Application,  and  that  the  reduction  should  be  measured  from 
the  mailing  date  of  the  notice. 

Response:  The  Office  has  revised  §  1.704  to  eliminate  pro- 
posed §  1.704(c)(6),  such  that  missing  parts  (missing  filing  fee, 
oath  or  declaration,  and  missing  English  language  translation 
of  a  non-English  language  apphcation)  and  application  for- 
malities (specification  on  papers  in  compliance  with  §  1.52, 
title  and  abstract  in  compliance  with  §  1.72,  drawings  in 
compliance  with  §  1.84,  and  sequence  listings  in  compliance 
with  §  1.821  et  sag.)  are  treated  under  §  1.704(b).  Thus,  any 
patent  teim  adjustment  will  be  reduced  if  an  applicant  does  not 
supply  the  missing  part  or  correct  the  informality  within  three 
months  of  the  Office  action  or  notice  requiring  the  missing  part 
or  correction  of  the  informality. 

Comment  28:  One  comment  argued  that  35  U.S.C. 
154(b)(2)(C)(ii)  provides  that  a  reply  filed  within  three  months 
of  the  date  of  an  Office  action  or  notice  setting  forth  a 
requirement  should  not  result  in  any  patent  term  adjustment 
penalty.  The  comment  also  argued  that  since  the  eighteen- 
month  publication  rules  permit  a  redacted  application  to  be 
filed  up  to  sixteen  months  from  the  priority  date,  the  require- 
ment for  papers  to  be  filed  for  purposes  any  earlier  than  this 
date  was  not  justified.  Another  comment  argued  that  the 
provisions  of  proposed  §  1.704(c)(6)  were  too  strict  and  that 
applicants  should  be  given  three  months  to  complete  formal 
requirements  after  receiving  notice  of  the  necessary  formal 
requirements.  The  comment  argues  that  a  period  of  three 
months  after  the  Office  makes  any  rejection,  objection  or  other 
request  should  be  considered  prima  facie  reasonable.  Another 
comment  argued  that  the  period  in  which  an  applicant  is 
considered  to  have  "failed  to  engage  in  reasonable  efforts" 
should  begin  with  the  date  on  which  applicant  is  given  notice 
of  the  defect. 

Response:  While  the  Office  has  revised  §  1.704  such  that 
missing  parts  and  application  formalities  are  treated  under  § 
1.704(b)  (as  discussed  above),  this  revision  to  §  1.704  is  not 
required  by  the  provisions  of  35  U.S.C.  154(b)(2)(C).  Since  35 
U.S.C.  154(b)(2)(C)(iii)  provides  for  the  Office  to  prescribe 
regulations  establishing  the  circumstances  that  constitute  a 
failure  of  an  applicant  to  engage  in  reasonable  efforts  to 
conclude  processing  or  examination  of  an  application,  35 
U.S.C.  154(b)(2)(C)(ii)  cannot  be  considered  exhaustive  of  the 
circumstances  for  which  an  applicant  may  be  determined  to 
have  failed  to  engage  in  reasonable  efforts  to  conclude  pro- 
cessing or  examination  of  an  apphcation.  If  the  Office  deter- 
mines that  treating  missing  parts  and  application  formalities 
under  §  1.704(b)  is  causing  the  Office  to  miss  the  time  periods 
set  forth  in  35  U.S.C.  154(b)(1),  the  Office  will  need  to 
reconsider  its  original  proposal  to  treat  missing  parts  and 
application  formalities  as  a  failure  to  engage  in  reasonable 
efforts  to  conclude  processing  or  examination  without  regard 
to  whether  the  applicant  has  been  given  a  prior  reminder  or 
notice  to  supply  the  missing  part  or  correct  the  informality. 

As  to  the  provisions  for  a  redacted  application  to  be  filed  up  to 
sixteen  months  from  the  earliest  priority  date  or  fifing  date  of 
the  application,  these  provisions  are  not  relevant  to  whether 
fifing  components  of  an  application  after  the  filing  date  of  the 
application  is  a  failure  to  engage  in  reasonable  efforts  to 
conclude  processing  or  examination  of  an  application.  The 
timing  of  when  a  redacted  apphcation  is  filed  is  irrelevant  to 
the  prosecution  of  an  application  because  the  filing  of  a 
redacted  copy  of  an  application  is  completely  unrelated  to 
prosecution  of  the  application. 

Comment  29:  One  comment  suggested  that  the  missing  parts 
practice  in  the  Office  of  Initial  Patent  Examination  (OIPE)  be 
expanded  to  include  examination  of  components  required  for 
eighteen-month  publication  so  as  to  minimize  any  term  adjust- 
ment reductions. 

Response:  The  Office  plans  to  modify  the  review  in  OIPE  to 
include  items  necessary  for  publication  of  applications. 


Comment  30:  Another  comment  argued  that  proposed  § 
1.704(c)(6)  was  in  conflict  with  the  dihgence  requirements  of 
§  1.47  and  frustrates  a  fundamental  objective  of  patent  law 
(i.e.,  encouraging  an  appficant  to  file  a  patent  application  as 
soon  as  possible).  The  comment  argues  that  because  inventor- 
ship is  not  determined  until  the  claims  are  finalized  and 
because  of  the  requirement  for  diligence  under  §  1.47,  it  is  not 
possible  to  file  a  petition  under  §  1.47  for  months  after  an 
application  is  filed. 

Response:  As  discussed  above,  the  Office  has  revised  §  1.704 
to  eliminate  proposed  §  1.704(c)(6),  such  that  missing  parts 
(missing  filing  fee,  oath  or  declaration,  and  missing  English 
language  translation)  are  treated  under  §  1.704(b),  in  that  any 
patent  term  adjustment  will  be  reduced  if  an  applicant  does  not 
supply  a  missing  filing  fee,  oath  or  declaration,  or  Enghsh- 
language  translation  within  three  months  of  the  Office  notice 
requiring  the  filing  fee,  oath  or  declaration,  or  English- 
language  translation. 

In  the  event  that  one  or  all  of  the  inventors  refuse  to  execute  the 
oath  or  declaration,  the  Office  cannot  process  the  apphcation 
for  publication  or  examine  the  application  until  the  party  filing 
the  application  on  behalf  of  the  inventor(s)  estabfishes  that  he 
or  she  is  the  appropriate  appUcant  and  that  the  requirements  of 
35  U.S.C.  116  and  118  have  been  met.  Thus,  if  one  or  all  of  the 
inventors  refuse  to  execute  the  oath  or  declaration,  a  grantable 
petition  under  §  1.47  must  be  filed  within  three  months  of  the 
Office  notice  requiring  an  executed  oath  or  declaration  (e.g.,  a 
Notice  to  File  Missing  Parts  of  Application  (PTO-  1533))  to 
avoid  a  reduction  of  any  patent  term  adjustment  under  § 
1.704(b).  While  the  patent  law  does  encourage  the  filing  of  a 
patent  application  as  soon  as  possible  (e.g.,  to  avoid  a  bar 
under  35  U.S.C.  102(b)),  §  1.47  (35  U.S.C.  116  and  118)  was 
not  intended  to  give  applicants  a  longer  time  to  prepare  an 
application  for  filing.  See  Ex  parte  Sassin.  1906  Dec.  Comm'r 
Pat  205,  206  (1906). 

Comment  3 1 :  Several  comments  argued  that  the  provisions  of 
proposed  §  1.704(c)(7)  unfairly  discriminated  against  PCT 
applicants  and  ignored  the  legislative  history  of  the  Act.  These 
comments  suggested  that  the  Office  should  define,  for  purposes 
of  patent  term  adjustment,  the  "actual  filing  date"  as  the  date 
that  all  requirements  for  entry  into  the  national  stage  are  met. 
Another  comment  argued  that  the  provisions  of  proposed  § 
1.704(c)(7)  and  (c)(8)  undermine  the  benefits  provided  by  the 
international  phase  procedure  under  the  PCT.  This  comment 
also:  (1)  suggested  that  any  period  of  patent  term  adjustment 
under  the  three-year  pendency  provision  of  35  U.S.C. 
154(b)(1)(B)  be  reduced  by  the  number  of  days  (if  any) 
beginning  on  the  date  on  which  the  national  phase  commences 
under  35  U.S.C.  371(b)  or  (f)  and  ending  on  the  day  the 
applicant  completes  the  requirements  for  entry  into  the  na- 
tional phase;  (2)  observed  that  events  that  occur  in  the 
international  phase  advance  prosecution  because  formalities 
are  resolved,  a  search  is  conducted,  and  preliminary  examina- 
tion is  begun;  (3)  argued  that  proposed  §  1.704(c)(7)  will  force 
applicants  to  forgo  their  entitlements  under  the  treaty  or  risk  a 
reduction  in  a  term  adjustment,  and  that  applicants  under  the 
PCT  will  be  in  a  worse  position  than  regular  national  appU- 
cants;  and  (4)  noted  that  someone  who  files  a  "bypass" 
application  (an  application  under  35  U.S.C.  Ill  claiming  the 
benefit  of  the  international  application  under  35  U.S.C.  120) 
instead  of  entering  the  national  phase  under  35  U.S.C.  371  will 
not  have  the  international  phase  used  as  a  reduction  to  any  term 
adjustment.  The  comments  also  argued  that  the  provisions  of 
proposed  §  1.704(c)(8)  were  unfair  for  the  same  reasons  as 
stated  for  proposed  §  1.704(c)(7).  Finally,  several  comments 
requested  clarification  of,  or  made  suggestions,  for  the  lan- 
guage of  proposed  §  1.704(c)(7)  and  proposed  §  1.704(c)(8). 

Response:  The  Office  is  interpreting  the  phrase  "actual  fifing 
date  of  the  application  in  the  United  States"  in  35  U.S.C. 
154(b)(1)(B)  to  mean  the  date  the  national  stage  commenced 
under  35  U.S.C.  371(b)  or  (f)  in  the  case  of  an  international 
application.  The  Office  originally  interpreted  the  phrase  "actual 
filing  date  of  the  application  in  the  United  States"  in  35  U.S.C. 
154(b)(1)(B)  to  mean  the  international  fifing  date  of  the 
application  under  PCT  Article  11(3)  and  35  U.S.C.  363  in  the 
case  of  an  international  appfication.See  Changes  to  Implement 
Patent  Term  Adjustment  Under  Twentv-Year  Patent  Term.  65 
FR  at  17220,  1233  Off.  Gaz.  Pat.  Office  at  113.  Further 
consideration  of  this  position,  however,  leads  to  the  conclusion 
that:  (1)  the  interpretation  of  the  phrase  "actual  fifing  date  of 
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the  application  in  the  United  States"  in  35  U.S.C.  154(b)(1)(B) 
to  be  the  filing  date  of  the  international  application  under  PCT 
Article  11(3)  and  35  U.S.C.  363  in  the  case  of  an  international 
application  is  inconsistent  with  the  legislative  history  of  35 
U.S.C.  154(b)(1)(B)  and  is  incongruous  with  the  provisions  of 
35  U.S.C.  154(b)(l)(A)(i)(II)  and  (B)(iii);  and  (2)  the  phrase 
"actual  filing  date  of  the  application  in  the  United  States"  in  35 
U.S.C.  154(b)(1)(B)  must  mean  the  date  the  national  stage 
commenced  under  35  U.S.C.  371(b)  or  (f)  in  the  case  of  an 
international  application. 

Without  resort  to  guides  to  interpretation  (e.g.,  legislative 
history,  other  provisions  of  title  35,  U.S.C,  or  the  PCT),  the 
phrase  "actual  filing  date  of  the  application  in  the  United 
States"  appears  to  mean  that  the  three-year  period  specified  in 
35  U.S.C.  154(b)(1)(B)  is  measured  from  the  date  the  appli- 
cation is  actually  filed  (i.e..  physically  received)  in  the  United 
States  Patent  and  Trademark  Office.  That  is,  the  phrase  "actual 
filing  date  of  the  application  in  the  United  States"  appears  to 
mean  the  date  that  the  application  itself  is  physically  received 
in  the  United  States  Patent  and  Trademark  Office,  regardless  of 
whether  it  is  an  application  filed  under  35  U.S.C.  111(a)  or  an 
international  application  filed  under  PCT  Article  1 1 . 

As  discussed  above,  the  American  Inventors  Protection  Act  of 
1999  was  enacted  into  law  as  part  of  Pub.  L.  106-113.  The 
Conference  Report  for  H.R.  3194  (which  resulted  in  Pub.  L. 
106-113)  does  not  contain  any  discussion  (other  than  the 
incorporated  language)  of  the  American  Inventors  Protection 
Act  of  1999  (title  IV  of  S.  1948).  See  H.R.  Conf.  Rep.  No. 
106-497,  at  37  and  1089-174  (1999).  A  section-by-section 
analysis  of  S.  1948,  however,  was  printed  in  the  Congressional 
Record  at  the  request  of  Senator  Lott.  See  145  Cong.  Rec. 
S14,708-26  (1999)(daily  ed.  Nov.  17,  1999).  The  section-by- 
section  analysis  explained  that: 

day-for-day  restoration  of  term  is  granted  if  the  [Office]  has 
not  issued  a  patent  within  three  years  after  "the  actual  date  of 
the  application  in  the  United  States."  This  language  was 
intentionally  selected  to  exclude  the  filing  date  of  an  applica- 
tion under  the  Patent  Cooperation  Treaty  (PCT).  Otherwise,  an 
applicant  could  obtain  up  to  a  30-month  extension  of  a  U.S. 
patent  merely  by  filing  under  PCT,  rather  than  directly  in  the 
[Office],  gaining  an  unfair  advantage  in  contrast  to  strictly 
domestic  applicants. 

See  145  Cong.  Rec.  at  S  14,7 18. 

The  legislative  history  of  35  U.S.C.  154(b)(1)(B)  is  clear  that 
the  phrase  "actual  filing  date  of  the  application  in  the  United 
States"  in  35  U.S.C.  154(b)(1)(B)  does  not  mean  (but  was 
intentionally  selected  to  exclude)  the  date  on  which  the 
international  application  was  filed  under  the  PCT.  The  inter- 
pretation of  the  phrase  "actual  filing  date  of  the  appUcation  in 
the  United  States"  in  35  U.S.C.  154(b)(1)(B)  as  meaning  the 
filing  date  of  the  application  under  the  PCT  (PCT  Article  11(3)) 
would  defeat  the  plain  intent  of  Congress  to  "exclude  the  filing 
date  of  an  application  under  the  [PCT]"  and  would  permit 
(rather  than  avoid)  the  use  of  the  PCT  to  give  an  applicant  an 
advantage  in  obtaining  a  longer  patent  term  adjustment  com- 
pared to  a  similarly  processed  and  examined  application  filed 
under  35  U.S.C.  111(a).  Therefore,  the  interpretation  of  the 
phrase  "actual  filing  date  of  the  application  in  the  United 
States"  in  35  U.S.C.  154(b)(1)(B)  as  not  meaning  the  filing 
date  of  the  appUcation  under  the  PCT  (PCT  Article  11(3))  is 
consistent  with  the  legislative  history  of  35  U.S.C. 
154(b)(1)(B). 

In  addition,  the  interpretation  of  the  phrase  "actual  filing  date 
of  the  appUcation  in  the  United  States"  in  35  U.S.C. 
154(b)(1)(B)  as  meaning  the  fiUng  date  of  the  appUcation 
under  the  PCT  is  incongruous  with  the  provision  in  35  U.S.C. 
154(b)(l)(B)(iii).35  U.S.C.  154(b)(1)(B)  provides  that  if  the 
pendency  of  an  application  is  more  than  three  years  from  the 
actual  fiUng  date  of  the  application,  the  term  of  the  patent 
issuing  from  the  application  shall  be  extended  one  day  for  each 
day  after  the  end  of  the  three-year  period,  but  that  certain  time 
periods  are  excluded  from  the  three-year  period.  35  U.S.C. 
154(b)(l)(B)(iii)  specifically  provides  that  time  consumed  by 
delays  in  the  processing  of  the  application  by  the  Office 
requested  by  appUcant  are  excluded  from  this  three-year 
period.  The  interpretation  of  the  phrase  "actual  filing  date  of 
the  appUcation  in  the  United  States"  in  35  U.S.C.  154(b)(1)(B) 
as  meaning  the  "international  filing  date"  under  PCT  Article 


11(3)  leads  to  the  result  that  an  applicant  is  able  to  obtain  a 
delay  in  paying  fees  and  filing  papers  and  in  the  processing  of 
the  application  by  using  the  PCT  (MPEP  1893),  and  obtain 
term  adjustment  based  upon  the  three-year  period  being 
measured  from  the  international  filing  date  (i.e.,  without  the 
delay  being  excluded  from  the  three-year  period  as  with  other 
applicant-elected  delays).  This  result  is  incongruous  with  the 
provisions  in  35  U.S.C.  154(b)(l)(B)(ui)  that  time  consumed 
by  delays  in  the  processing  of  the  application  by  the  Office 
requested  by  applicant  are  excluded  from  this  three-year 
period. 

The  interpretation  of  the  phrase  "actual  filing  date  of  the 
application  in  the  United  States"  in  35  U.S.C.  154(b)(1)(B)  as 
meaning  the  fiUng  date  of  the  application  under  the  PCT  is  also 
incongruous  with  the  provision  in  35  U.S.C. 
154(b)(l)(A)(i)(II)  where  a  date  later  than  the  fiUng  date  of  the 
application  under  the  PCT  is  used.  Each  of  35  U.S.C. 
154(b)(l)(A)(i)  and  154(b)(1)(B)  provide  that  an  applicant 
may  be  entitled  to  patent  term  adjustment  if  the  Office  fails  to 
take  certain  action  within  a  specified  time  period:(l)  provide  at 
least  one  of  an  Office  action  under  35  U.S.C.  132  or  notice  of 
allowance  under  35  U.S.C.  151  within  fourteen  months  (35 
U.S.C.  154(b)(l)(A)(i));  or  (2)  issue  a  patent  within  three  years 
(35  U.S.C.  154(b)(1)(B)).  For  applications  filed  under  35 
U.S.C.  111(a),  the  fourteen-month  period  begins  with  the  filing 
date  of  the  application  (35  U.S.C.  154(b)(l)(A)(i)(I)),  but  for 
applications  that  enter  the  national  stage  under  35  U.S.C.  371, 
the  fourteen-month  period  begins  with  the  date  on  which  the 
international  appUcation  fulfilled  the  requirements  of  35 
U.S.C.  371  (35  U.S.C.  154(b)(l)(A)(i)(II)),  which  can  be  more 
than  thirty  months  after  the  international  filing  date  of  the 
application. 

As  discussed  above.  Congress  recognized  that  national  pro- 
cessing of  an  international  application  is  delayed  by  up  to 
thirty  months  under  the  PCT  filing  system.  Interpreting  the 
phrase  "actual  filing  date  of  the  application  in  the  United 
States"  in  35  U.S.C.  154(b)(1)(B)  as  meaning  the  fiUng  date  of 
the  application  under  the  PCT  would  require  the  conclusion 
that  Congress  considered  the  Office's  failure  to  issue  a  patent 
within  thirty-six  months  of  the  filing  date  of  an  international 
application  under  35  U.S.C.  363  to  constitute  an  unusual 
administrative  delay  (35  U.S.C.  154(b)(1)(B)),  but  did  not 
consider  the  Office's  failure  to  initially  act  on  the  application  to 
be  an  unusual  administrative  delay  unless  the  Office  did  not 
issue  either  an  Office  action  under  35  U.S.C.  132  or  notice  of 
allowance  under  35  U.S.C.  151  within  forty-four  (thirty  plus 
fourteen)  months  of  the  filing  date  of  an  international  applica- 
tion under  35  U.S.C.  363  (35  U.S.C.  154(b)(l)(A)(i)(II)).  35 
U.S.C.  131  and  151,  however,  require  the  Office  to  examine  an 
application  and  issue  a  notice  of  allowance  under  35  U.S.C. 
151  before  issuing  a  patent  on  the  application.  Thus,  the 
interpretation  of  the  "actual  filing  date  of  the  application  in  the 
United  States"  to  mean  the  filing  date  under  35  U.S.C.  363 
requires  the  conclusion  that  Congress  intended  an  odd  if  not 
absurd  result:  that  the  Office  is  expected  to  be  able  to  issue  a 
patent  quicker  (within  thirty-six  months  of  the  filing  date  under 
35  U.S.C.  363)  than  it  is  expected  to  be  able  to  initially  act  on 
the  appUcation  (within  forty-four  months  of  the  filing  date 
under  35  U.S.C.  363). 

The  legislative  history  of  35  U.S.C.  154(b)(1)(B)  specifically 
indicates  that  Congress  wanted  to  avoid  the  situation  in  which 
an  applicant  could  gain  an  extension  of  "up  to"  thirty  months 
merely  by  filing  the  application  under  the  PCT  system.  See  145 
Cong.  Rec.  at  S  14,7 18  ([o]therwise,  an  applicant  could  obtain 
up  to  a  30-month  extension  of  a  U.S.  patent  merely  by  fiUng 
under  PCT,  rather  than  directly  in  the  [Office],  gaining  an 
unfair  advantage  in  contrast  to  strictly  domestic  applicants). 
While  35  U.S.C.  154(b)(l)(A)(i)(II)  ties  its  fourteen-month 
period  to  fulfillment  of  the  requirements  of  35  U.S.C.  371  in 
the  case  of  an  international  application,  the  PCT  and  35  U.S.C. 
371  permit  applicants  to  delay  fulfillment  of  the  requirements 
of  35  U.S.C.  371  beyond  thirty  months  (rather  than  "up  to" 
thirty  months).  The  PCT  (PCT  Article  39(1  )(a)),  however, 
allows  an  applicant  to  obtain  a  delay  of  up  to  thirty  months  in 
corrmiencement  of  the  national  stage  (35  U.S.C.  371(b))  by  the 
timely  filing  of  a  demand  for  international  preliminary  exami- 
nation. Therefore,  the  legislative  history  of  35  U.S.C. 
154(b)(1)(B)  indicates  that  the  phrase  "actual  filing  date  of  the 
application  in  the  United  States"  as  used  in  35  U.S.C. 
154(b)(1)(B)  means  the  date  the  national  stage  commenced 
under  35  U.S.C.  371(b)  or  (f)  in  the  case  of  an  international 
application. 
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In  addition,  while  the  international  phase  of  an  international 
application  is  not  entirely  devoid  of  activity,  the  Office  does 
not  (and  cannot)  begin  examination  of  the  application  as 
provided  for  in  35  U.S.C.  131  and  132  until  after  it  has  entered 
that  national  stage  of  processing  under  35  U.S.C.  371(b)  or  (f). 
See  PCT  Articles  23  and  40.  Therefore,  it  is  consistent  with  the 
legislative  history  of  35  U.S.C.  154(b)  to  not  take  the  period 
prior  to  commencement  of  the  national  stage  into  account  in 
determining  whether  the  OiBce  is  meeting  any  of  the  time 
frames  for  examination  of  the  application  provided  for  in  35 
U.S.C.  154(b)(1). 

35  U.S.C.  363  does  provide,  in  relevant  part,  that  "[a]n 
international  application  designating  the  United  States  shall 
have  the  effect,  from  its  international  filing  date  under  [PCT 
Article  11],  of  a  national  application  for  patent  regularly  filed 
in  the  [Office]."  The  legislative  history  of  35  U.S.C.  363 
indicates  that  an  international  application  designating  the 
United  States,  regardless  of  whether  it  was  filed  in  this  or  any 
other  contracting  country,  has  the  effect,  from  its  international 
filing  date,  of  a  regular  national  application  for  patent  filed  in 
the  United  States  Patent  and  Trademark  Office,  and  that  the 
international  filing  date  of  an  international  application  would 
be  considered  as  the  actual  filing  date  in  the  United  States 
Patent  and  Trademark  Office  (except  as  provided  in  35  U.S.C. 
102(e)).  See  H.R.  Rep.  No.  94-592,  at  9  (1975),  reprinted  in 
1975  U.S.C.C.A.N.  1220,  1228.  Nevertheless,  the  phrase 
"shall  have  the  effect"  of  having  an  earlier  filing  date  (the 
international  filing  date)  as  used  in  the  patent  statute  does  not 
necessarily  mean  that  the  actual  filing  date  of  the  application  is 
the  earlier  filing  date  (the  international  filing  date).  See  In  re 
Hilmer.  359  F.2d  859,  149  USPQ  480  (CCPA  1966)  (discusses 
distinction  in  the  patent  statute  between  an  actual  filing  date 
having  the  same  effect  of  such  a  filing  date). 

In  addition,  PCT  Article  11(3)  provides,  in  relevant  part,  that 
"any  international  application  fulfilling  the  requirements  listed 
in  [PCT  Article  ll(l)(i)  through  (iii)]  and  accorded  an  inter- 
national filing  date  shall  have  the  effect  of  a  regular  national 
application  in  each  designated  State  as  of  the  international 
filing  date,  which  date  shall  be  considered  to  be  the  actual 
filing  date  in  each  designated  State."  Read  in  conjunction  with 
the  provisions  of  PCT  Article  11(3),  the  phrase  "actual  filing 
date  of  the  application  in  the  United  States"  in  35  U.S.C. 
154(b)(1)(B)  might  appear  to  mean  the  filing  date  of  the 
international  application  under  PCT  Article  11(3)  and  35 
U.S.C.  363  in  the  case  of  an  international  application.  Never- 
theless, it  is  not  appropriate  to  mechanically  interpret  the 
phrase  "actual  filing  date  of  the  application  in  the  United 
States"  in  35  U.S.C.  154(b)  in  light  of  PCT  Article  11(3)  when 
that  interpretation  is  at  odds  with  the  legislative  history  of  this 
provision  of  35  U.S.C.  154(b)(1)(B)  and  the  provisions  of  35 
U.S.C.  154(b)(l)(A)(i)(II)  and  (B)(iii). 

The  Office  will  continue  to  interpret  the  phrase  "from  the  date 
on  which  the  application  for  the  patent  was  filed  in  the  United 
States"  in  35  U.S.C.  154(a)(2)  (and  former  35  U.S.C. 
154(b)(3)(B))  as  meaning  the  international  filing  date  under 
PCT  Article  11(3)  and  35  U.S.C.  363  in  the  case  of  an 
international  application. 

If  the  phrase  "actual  filing  date  of  the  application  in  the  United 
States"  as  used  in  35  U.S.C.  154(b)(1)(B)  were  to  be  inter- 
preted to  mean  any  date  other  than  the  date  the  national  stage 
commenced  under  35  U.S.C.  371(b)  or  (f)  in  the  case  of  an 
international  application,  the  Office  would  have  to  consider  the 
failure  to  fulfill  the  requirements  of  35  U.S.C.  371  to  be  a 
circumstance  constituting  a  failure  to  engage  in  reasonable 
efforts  to  conclude  prosecution  (or  processing  or  examination) 
of  an  application  in  an  international  application  and  reduce  the 
period  of  any  patent  term  adjustment  by  the  period  beginning 
on  the  "actual  filing  date  of  the  application  in  the  United 
States"  of  the  application  and  ending  on  the  date  the  applica- 
tion fulfilled  the  requirements  of  35  U.S.C.  371.  The  interpre- 
tation of  the  phrase  "actual  filing  date  of  the  application  in  the 
United  States"  as  used  in  35  U.S.C.  154(b)(1)(B)  to  mean  the 
date  the  national  stage  commenced  under  35  U.S.C.  371(b)  or 
(f)  in  the  case  of  an  international  application,  however,  renders 
it  unnecessary  to  provide  that  any  period  of  patent  term 
adjustment  under  the  three-year  pendency  provision  of  35 
U.S.C.  154(b)(1)(B)  be  reduced  by  the  number  of  days  (if  any) 
beginning  on  the  date  on  which  the  national  phase  commences 
under  35  U.S.C.  371(b)  and  ending  on  the  day  the  applicant 
completes  the  requirements  for  entry  into  the  national  phase. 


After  commencement  of  national  stage  processing,  delays  in 
fulfilling  the  requirements  of  35  U.S.C.  371  will  be  treated 
under  §  1.704(b). 

Finally,  the  interpretation  of  the  phrase  "actual  filing  date  of 
the  application  in  the  United  States"  as  used  in  35  U.S.C. 
154(b)(1)(B)  to  mean  the  date  the  national  stage  commenced 
under  35  U.S.C.  371(b)  or  (f)  in  the  case  of  an  international 
application,  rather  than  establishing  the  failure  to  fulfill  the 
requirements  of  35  U.S.C.  371  as  a  circumstance  constituting 

Comment  3:  One  comment  suggested  that  the  Office  should  not 
provide  copies  of  the  file  wrapper  and  contents  of  published 
applications  because  35  U.S.C.  122(b)  allows  for  publishing  an 
application,  but  not  disclosing  the  entire  content  of  an  appli- 
cation file. 

Response:  35  U.S.C.  122(b)  provides  that  "[n]o  information 
concerning  published  patent  applications  shall  be  made  avail- 
able to  the  public  except  as  the  Director  determines,"  and  that 
"[n]otwithstanding  any  other  provision  of  law,  a  determination 
by  the  Director  to  release  or  not  to  release  information 
concerning  a  published  patent  application  shall  be  final  and 
nonreviewable."  See  35  U.S.C.  122(b)(1)(B)  and  (C).  There- 
fore, the  Office  has  the  authority  to  disclose,  or  refuse  to 
disclose,  information  contained  in  the  file  wrapper  contents  of 
a  published  application  as  the  Office  deems  appropriate. 

Comment  4:  Several  comments  suggested  that  the  Office 
should  not  provide  copies  of  the  file  wrapper  and  contents  of 
pending  applications  at  all  or  until  such  time  as  the  Office  can 
produce  such  a  copy  from  an  electronic  copy  (rather  than  the 
physical  application  file).  The  comments  argue  that  removing 
the  application  file  wrapper  for  copying  will  result  in  disrup- 
tion of  the  examination  process  and  the  loss  or  corruption  of  a 
number  of  application  files. 

Response:  The  Office  is  cognizant  of  the  fact  that  providing 
copies  of  the  file  wrapper  and  contents  of  a  pending  published 
apphcation  to  any  member  of  the  public  on  request  (and 
payment  of  a  fee)  has  the  potential  to  disrupt  the  examination 
process  or  result  in  corruption  of  the  application  file.  If 
fulfilling  copy  orders  for  the  file  wrapper  and  contents  of 
pending  published  applications  proves  to  be  unmanageable,  the 
Office  will  revise  §  1.14  to  require  a  member  of  the  public 
requesting  a  copy  of  the  file  wrapper  and  contents  of  a  pending 
published  application  to  show  cause  to  obtain  such  a  copy. 

Comment  5:  One  comment  suggested  that  §    1.14(b)(2) 
should   be   limited  to  those  international   applications  that 
designate  the  United  States. 

Response:  The  suggested  revision  has  not  been  adopted.  For 
some  time,  the  Office  has  revealed  status  information  for  any 
U.S.  application  identified  in  any  published  patent  document, 
regardless  of  whether  the  document  is  a  foreign  patent  (e.g.,  a 
Japanese  patent  or  a  German  patent)  or  an  international 
application.  The  only  change  intended  by  §  1.14(b)(2)  is  to 
make  the  meaning  of  "published  patent  document"  more  clear 
by  adding  the  parenthetical  expression  "e.g.,  a  U.S.  patent,  a 
U.S.  patent  application  publication,  or  an  international  appli- 
cation publication." 

Comment  6:  One  comment  contained  a  number  of  suggestions 
and  questions  on  §  1.14(i):  (1)  PCT  Article  38  does  not  give 
the  Office  the  authority  to  provide  access  to  the  examination 
and  search  files  of  a  PCT  application  as  provided  in  § 
1.14(i)(l);  (2)  how  the  public  would  know  that  an  English 
translation  has  been  filed  (§   1.14(i)(2));  (3)  whether  § 
1.14(i)(3)  requires  that  the  applicant  have  entered  the  national 
stage  under  35  U.S.C.  371  (and  what  file  would  be  available  if 
no  United  States  file  wrapper  has  been  prepared);  and  (4)  § 
1.14(i)(5)  appears  to  be  in  conflict  with  §  1.14(i)(l)(iii). 

Response:  Article  38  prohibits  direct  access  to  the  examination 
file  of  an  international  application  by  a  third  party.  Section 
1.14(i)(l)  concerns  the  situation  in  which  the  United  States 
acted  as  the  International  Preliminary  Examining  Authority 
(IPEA),  the  United  States  was  elected,  and  the  International 
Preliminary  Examination  Report  (IPER)  has  issued.  PCT  Rule 
94  provides  authority  for  the  Office  to  provide  copies  in  these 
situations.  PCT  Rule  94.2  provides  that  after  issuance  of  the 
IPER,  the  IPEA  shall  provide  copies  of  the  examination  file  (or 
any  part  thereof)  to  the  elected  offices  upon  request,  and  Rule 
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94.3  allows  the  elected  offices  to  provide  access  to  any 
document  in  its  files.  Therefore,  upon  receipt  of  a  request  under 
§  1.14(i)(l)  by  a  third  party  for  a  copy  of  an  examination  file 
in  an  international  application  that  satisfies  the  requirements  of 
§  1.14(i)(l)(iii),  the  United  States  Elected  Office  will  request 
that  the  United  States  IPEA  make  a  copy  of  its  examination 
file,  and  the  United  States  Elected  Office  will  then  provide  a 
copy  of  such  file  to  the  requesting  party. 

The  Office  will  not  provide  general  notification  to  the  public  of 
the  filing  of  translations  under  35  U.S.C.  154.  Under  35  U.S.C. 
154,  it  is  the  responsibility  of  the  appUcant  to  notify  any 
possible  infringers  for  the  purpose  of  obtaining  provisional 
rights. 

Section  1.14(i)(3)  does  not  require  that  the  applicant  have 
entered  the  national  stage  under  35  U.S.C.  371.  Section 
1.14(i)(3)  concerns  access  to  international  application  home 
and  search  files  (access  to  the  examination  files  being  prohib- 
ited by  §  1.14(i)(5)). 

Sections  1.14(i)(l)(iii)  and  1.14(i)(5)  are  not  in  conflict. 
Section  1.14(i)(l)(iii)  concerns  the  situations  in  which  the 
United  States  acted  as  the  International  Prehminary  Examining 
Authority  (IPEA),  the  United  States  was  elected,  and  the 
International  Preliminary  Examination  Report  (IPER)  has 
issued  (as  discussed  above).  Section  §  1.14(i)(5)  concerns 
direct  access  to  the  examination  files  which  is  prohibited  by 
PCT  Article  38. 

Comment  7:  One  comment  suggested  that  the  phrase  "may  be 
provided"  in  §  1.14(c)(1),  (c)(2),  and  (e)  should  be  changed 
to  "will  be  provided"  for  consistency  with  §  1.13.  Another 
comment  suggested  that  §  1.14(c)(1)  and  (c)(2)  be  clarified 
as  to  what  (the  application-as-filed  or  the  entire  contents  of  the 
file  wrapper)  may  be  supplied,  and  whether  the  phrase  "may  be 
provided"  is  intended  to  mean  that  supplying  such  is  optional 
or  discretionary  on  the  part  of  the  Office. 

Response:  The  suggestion  has  not  been  adopted.  The  phrase 
"may  be"  is  used  throughout  §§  1.11,  1.12,  and  1.14  and  is 
retained  in  §  1.14  for  consistency  and  because  "may  be"  is 
the   appropriate   terminology.   For  example,    §    1.14(c)(2) 
provides  that  a  copy  of  the  specification,  drawings,  and  all 
papers   related  to   a  pubUshed  patent   application   may   be 
provided  if  a  written  request  with  the  appropriate  fee  are  filed. 
The  requested  copy  will  normally  be  provided,  but  if  the  file  is 
not  available  because  it  is  being  reviewed  by  a  patent  examiner 
or  is  at  the  publishing  contractor  for  printing  a  patent,  the 
requested  copy  may  be  only  provided  at  a  delayed  date. 
Furthermore,  in  the  rare  event  that  the  file  is  lost  (and  a 
replacement  copy  caimot  be  obtained),  the  requested  copy 
cannot  be  made  and  wiU  not  be  provided. 

Comment  8:  Several  comments  suggested  that  the  surcharge 
for  the  unintentionally  delayed  submission  of  a  priority  claim 
was  excessive.  One  comment  suggested  that  this  surcharge  be 
a  nominal  ($5)  charge  or  in  fine  with  the  publication  fee 
($300). 

Response:  If  a  significant  number  of  unintentionally  delayed 
claims  under  35  U.S.C.  119,  120,  121,  or  365(a)  or  (c)  are 
presented,  the  Office  will  have  difficulty  scheduling  applica- 
tions for  publication.  Thus,  the  surcharge  amount  must  be 
sufficient  to  provide  an  incentive  for  applicant  to  exercise  care 
to  ensure  that  any  desired  claim  under  35  U.S.C.  119,  120,  121, 
or  365(a)  or  (c)  is  timely  presented.  The  proposed  surcharge 
amount  tracks  the  fee  amount  for  a  petition  to  revive  an 
unintentionally  abandoned  application  (35  U.S.C.  41(a)(7)), 
and  this  fee  amount  is  considered  an  appropriate  surcharge  for 
a  petition  to  accept  an  unintentionally  delayed  claim  under  35 
U.S.C.  119,  120,  121,  or  365(a)  or  (c).  Since  the  fiscal  year 
2001  fee  amount  for  a  petition  to  revive  an  unintentionally 
abandoned  application  (35  U.S.C.  41(a)(7))  is  $1,240  (§ 
1.1 7(m)),  this  fee  amount  ($1,240)  is  considered  an  appropriate 
surcharge  for  a  petition  to  accept  an  unintentionally  delayed 
claim  under  35  U.S.C.  119,  120,  121,  or  365(a)  or  (c)  (§ 
1.17(t)). 

Comment  9:  Several  comments  suggested  that  the  $300 
publication  fee  was  excessive.  One  comment  argued  that  a 
publication  fee  should  not  be  imposed  on  applicants  who  do 
not  want  publication  but  do  not  meet  the  requirements  to 
request  nonpublication  under  §   1.213.  Several  comments 


suggested  that  the  publication  fee  (cost)  be  included  in  the 
other  application  (filing  or  issue)  fees.  One  comment  suggested 
that  the  publication  fee  be  reduced  by  fifty  percent  for  small 
entities.  Another  comment  suggested  that  §  4506  of  the 
American  Inventors  Protection  Act  of  1999  did  not  authorize 
the  Office  to  charge  a  publication  fee  in  those  situations  in 
which  an  apphcation  is  issued  as  a  patent  and  subsequently 
pubUshed  as  a  patent  application  publication. 

Response:  Section  4506  of  the  American  Inventors  Protection 
Act  of  1999  requires  the  Office  to  "recover  the  cost  of  early 
pubhcation  required  by  the  amendment  [to  35  U.S.C.  122]  by 
charging  a  separate  publication  fee."  Section  §  4506  of  the 
American  Inventors  Protection  Act  of  1999  does  not  provide 
for  the  Office  to:  (1)  not  charge  the  publication  fee  to  those 
applicants  who  would  prefer  not  to  have  their  applications 
published  under  35  U.S.C.  122(b);  (2)  build  the  cost  of 
publication  into  other  application  (filing  or  issue)  fees;  or  (3) 
apply  the  small  entity  discount  (which  otherwise  applies  only 
to  fees  under  35  U.S.C.  41(a)  or  (b))  to  the  publication  fee  (cf. 
35  U.S.C.  132(b)).  Finally,  even  when  an  application  is  issued 
as  a  patent  and  subsequently  published  as  a  patent  appUcation 
pubhcation  (because  it  issues  too  late  in  the  publication 
process  to  stop  publication),  the  cost  of  such  a  publication  is 
part  of  the  cost  of  early  publication  required  by  35  U.S.C. 
122(b),  and  §  4506  of  the  American  Inventors  Protection  Act 
of  1999  directs  the  Office  to  also  recover  that  cost  by  charging 
a  separate  publication  fee. 

Comment  10:  A  comment  supporting  the  changes  to  §§ 
1.52(d)  and  1.78(a)(5)  concerning  the  translation  requirement 
for  a  non-English  language  provisional  apphcation  suggested 
that  the  Office  clarify  whether  the  translation  of  the  provisional 
application  is  to  be  filed  in  the  provisional  application  or  in  any 
nonprovisional  application  claiming  the  benefit  of  the  provi- 
sional apphcation. 

Response:  Section  1.78(a)(5)  provides  that  if  a  provisional 
application  is  filed  in  a  language  other  than  English,  any 
nonprovisional  application  claiming  the  benefit  of  the  provi- 
sional application  "must  contain  ...  an  English  language 
translation  of  the  non-  English  language  provisional  appUca- 
tion and  a  statement  that  the  translation  is  accurate." 
Thus,  §  1.78(a)(5)  is  clear  that  the  EngUsh-language  trans- 
lation of  the  provisional  application  must  be  filed  in  any 
nonprovisional  appUcation  claiming  the  benefit  of  the  provi- 
sional application. 

Comment  11:  One  comment  questioned  whether  an  applicant 
can  withdraw  a  priority  claim  to  change  the  date  on  which  the 
application  will  be  published,  noting  that  withdrawal  of 
priority  claims  is  provided  for  in  PCT  Rule  90bis.3. 

Response:  The  Office  will  recalculate  the  publication  date  in 
response  to  any  change  (withdrawal  or  addition)  in  priority 
claims.  If  this  recalculation  occurs  earUer  than  nine  weeks 
prior  to  the  previously  calculated  publication  date,  the  Office 
wiU  reschedule  the  appUcation  for  pubUcation  based  upon  the 
recalculated  publication  date.  If  this  recalculation  occurs  later 
than  nine  weeks  prior  to  the  previously  calculated  publication 
date,  the  Office  will  not  reschedule  the  application  for  publi- 
cation based  upon  the  recalculated  publication  date. 

Comment  12:  One  conmient  requested  clarification  of  the 
meaning  of  the  term  "original"  in  §  1.55. 

Response:  An  "original"  application  is  any  appUcation  other 
than  a  reissue  application,  which  includes  continuing  applica- 
tions and  applications  claiming  the  benefit  of  a  foreign-  filed 
application.  See  GuideUnes  Concerning  the  Implementation  of 
Changes  to  35  U.S.C.  102f  g)  and  103  and  the  Interpretation  of 
the  Term  "Original  Application"  in  the  American  Inventors 
Protection  Act  of  1999.  1233  Off.  Gaz.  Pat.  Office  54,  56  (Apr. 
11,  2000). 

Comment  13:  One  comment  suggested  that  the  time  periods  set 
forth  in  §§  1.55  and  1.78  should  not  apply  to  an  application 
in  which  a  nonpublication  request  under  §  1.213  is  filed. 

Response:  A  nonpubUcation  request  may  be  rescinded  at  any 
time.  See  35  U.S.C.  122(b)(2)(B)(n)  and  §  1.213(b).  Thus, 
the  Office  must  treat  an  application  in  which  a  nonpubUcation 
request  under  §  1.213  is  filed  the  same  as  other  applications 
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for  purposes  of  priority  claims  as  well  as  review  of  the  patent 
application  drawing  and  paper  (specification)  during  pre- 
examination  processing  of  the  application. 

Comment  14:  One  comment  suggested  that  the  time  periods  set 
forth  in  §§   1.55  and  1.78  unfairly  hmit  an  applicant's 
ability  to  delay  presenting  priority  claims  until  the  claim  is 
necessary  to  avoid  the  prior  art. 

Response:  An  applicant's  desire  to  delay  presenting  priority 
claims  until  the  claim  is  necessary  to  avoid  the  prior  art  is 
subordinate  to  the  need  for  the  timely  presentation  of  priority 
claims  for  publication  promptly  after  eighteen  months  from  the 
earliest  filing  date  for  which  a  benefit  is  claimed.  The  Office 
previously  indicated  that  eighteen-month  publication  (if 
adopted)  would  require  a  drastic  change  in  the  practice  of  the 
presentation  of  priority  claims  filed.  See  General  Agreement  on 
Tariffs  &  Trade/  North  American  Free  Trade  Agreement 
Student's  Handbook  at  6  (question  3).  U.S.  Patent  and  Trade- 
mark Office  (1995). 

Comment  15:  One  comment  suggested  that  the  time  periods  set 
forth  in  §§  1.55  and  1.78  should  not  apply  to  the  addition 
of  priority  claims  in  the  situation  in  which  the  application  is 
published  within  six  months  of  its  actual  filing  date,  since  the 
public  has  not  been  harmed  by  the  untimely  priority  claim. 

Response:  The  Office  will  not  be  able  to  include  such  untimely 
priority  claims  on  the  patent  application  publication  (and  the 
absence  of  a  priority  claim  is  not  considered  a  "material 
mistake"  warranting  republication  of  the  patent  application 
publication  under  §  1.221(b)).  Thus,  the  public  will  be 
harmed  by  such  an  untimely  presentation  of  a  priority  claim 
because  the  patent  application  publication  will  not  contain  the 
priority  claim. 

Comment  16:  One  comment  suggested  that  if  priority  claims 
are  not  required  until  the  later  of  four  months  from  the  actual 
filing  date  or  sixteen  months  from  the  earliest  claimed  priority 
date,  a  fourteen-week  publication  cycle  would  be  too  long 
since  the  public  could  not  rely  upon  an  application  being 
pubhshed  until  twenty  months  from  its  earliest  claimed  priority 
date. 

Response:  The  Office  plans  to  publish  apphcations  on  the  first 
Thursday  after  the  date  that  is  eighteen  months  after  the  filing 
date  of  the  application  (or  if  the  application  claims  the  benefit 
of  an  earlier  filing  date,  the  first  Thursday  after  the  date  that  is 
eighteen  months  after  the  earliest  filing  date  for  which  a  benefit 
is  sought).  Thus,  the  Office  will  schedule  applications  to  begin 
the  pubhcation  cycle  on  the  date  that  is  fourteen  weeks  before 
that  date.  If  a  priority  claim  under  35  U.S.C.  119,  120,  121,  or 
365(a)  or  (c)  is  filed  within  fourteen  weeks  of  the  date  eighteen 
months  after  the  earliest  filing  date  for  which  a  benefit  is 
sought,  the  Office  will  not  be  able  to  publish  the  application  on 
the  first  Thursday  after  the  date  that  is  eighteen  months  after 
the  earliest  filing  date  for  which  a  benefit  is  sought  because  it 
requires  a  fourteen-week  cycle  to  prepare  an  application  for 
publication  in  view  of  the  volume  of  applications  to  be 
published  and  preparation  required  for  the  publication. 

Comment  17:  One  comment  suggested  that  the  phrase  "or 
intellectual  property  authority"  be  added  after  "country"  in  § 
1.55(c)  for  consistency  with  §  1.55(a)(l)(i). 

Response:  The  parenthetical  "(or  intellectual  property  author- 
ity)"  has   been   added   after   "country"   in   §    1.55(c)   for 
consistency  with  §  1.55(a)(l)(i). 

Comment  18:  One  comment  suggested  that  the  limitation  to 
"500  words"  in  §  1.72(a)  was  in  conflict  with  PCT  Rule  4.3, 
which  specifies  that  the  "title  of  the  invention  shall  be  short 
(preferable  from  two  to  seven  words  when  in  English  or 
translated  into  English  .  .  .  ." 

Response:  Section  1.72(a)  requires  that  the  title  be  limited  to 
500  characters  (not  words). 

PCT  Rule  4.3  requires  that  "title  of  the  invention  shall  be 
short,"  and  a  title  that  exceeds  500  characters  is  not  short. 
Therefore,  §  1.72(a)  does  not  conflict  with  PCT  Rule  4.3. 

Comment  19:  One  comment  suggested  that  the  Office  clarify 
§  1.72(a)  to  specify  what  characters  can  be  included  in  the 
title  of  an  application. 


Response:  Section  1.72(a)  as  adopted  does  not  prohibit  non- 
keyboard  character  (images)  in  a  title.  Section  1.72(a)  as 
adopted,  however,  provides  that  characters  that  cannot  be 
captured  and  recorded  in  the  Office's  automated  information 
systems  (e.g.,  PALM)  may  not  be  reflected  in  the  Office's 
records  in  such  systems  or  in  documents  created  by  the  Office. 
The  Office  will  post  the  set  of  characters  that  are  capable  of 
being  captured  and  recorded  in  PALM  on  its  Internet  Web  site. 
The  Office  will  revise  the  set  of  characters  posted  on  its 
Internet  Web  site  as  characters  are  added  to  this  set  as  a  result 
of  improvements  to  the  Office's  automated  information  sys- 
tems. Applicants  are  strongly  encouraged  to  restrict  the  char- 
acters in  titles  to  characters  in  the  set  of  characters  indicated  as 
capable  of  capture  and  recordation  in  PALM. 

Comment  20:  One  comment  questioned  why  the  Office  would 
use  the  title  of  the  invention  (which  does  not  uniquely  identify 
an  apphcation)  as  the  key  for  associating  an  EPS  copy  of  an 
apphcation  with  the  application  for  which  the  copy  is  being 
submitted,  a  failure  to  engage  in  reasonable  efforts  to  conclude 
prosecution  (or  processing  or  examination)  of  an  application, 
will  not  force  applicants  to  forgo  their  entitlements  under  the 
treaty  or  risk  a  reduction  in  a  term  adjustment,  and  will  place 
PCT  applicants  in  a  similar  position  to  "regular"  national 
applicants  or  applicants  who  chose  to  file  a  "bypass"  applica- 
tion (an  application  under  35  U.S.C.  Ill  claiming  priority 
under  35  U.S.C.  120  to  the  international  application)  instead  of 
entering  the  national  phase  under  35  U.S.C.  371. 

Comment  32:  Several  comments  argued  that  the  formalities 
covered  by  proposed  §  1.704(c)(9)  (which  subjects  an  apph- 
cant  to  reduction  of  any  term  adjustment  if,  for  example,  the 
application  papers  cannot  be  scanned,  an  abstract  is  not 
submitted  or  does  not  comply  with  the  rules,  printable  draw- 
ings are  not  filed  or  a  sequence  listing  is  not  filed  in  appropriate 
computer  readable  form)  usually  do  not  delay  examination. 
The  comments  also  expressed  concern  that  the  defect  would 
not  be  objected  to  in  initial  examination,  and  only  later  by  the 
patent  examiner.  The  comments  argue  that  there  should  be  no 
failure  to  engage  reduction  if  the  defect  is  not  noted  during 
initial  examination,  especially  if  the  defect  only  arises  after  a 
restriction  requirement  which  makes  a  revision  to  the  title,  for 
example,  necessary.  Several  comments  alleged  that  the  pro- 
posed §  1.704(c)(9)  required  formal  drawings  to  be  included 
on  filing. 

Response:  The  Office  has  revised  §  1.704  such  that  application 
formalities  (specification  on  papers  in  compliance  with  §  1.52, 
title  and  abstract  in  compliance  with  §  1.72,  drawings  in 
comphance  with  §1.84,  and  sequence  hstings  in  compliance 
with  §  1.821  et  seq.)  are  treated  under  §  1.704(b).  Thus,  any 
patent  term  adjustment  will  be  reduced  if  an  applicant  does  not 
correct  the  informality  within  three  months  of  the  Office  action 
or  notice  requiring  the  missing  part  or  correction  of  the 
informality. 

Comment  33:  One  comment  argued  that  the  reduction  in 
proposed  §  1.704(c)(10)  (§  1.704(c)(6)  as  adopted)  was  exces- 
sive because  there  was  no  requirement  for  the  Office  to  treat 
the  preliminary  paper  within  a  set  time.  The  comment  argues 
that  any  time  beyond  one  month  from  the  filing  of  the 
preliminary  amendment  for  the  Office  to  issue  a  supplemental 
action  should  not  be  considered  a  failure  to  engage  in  reason- 
able efforts  to  conclude  processing  of  an  application.  One 
comment  argued  that  the  proposal  left  an  "immense  loophole 
for  unlimited  PTO  delay"  and  suggested  that  any  reduction  be 
limited  to  the  lesser  of  (a)  the  proposed  period  or  (b)  the  sum 
of  (i)  the  time  between  the  original  Office  action  and  the 
request  for  a  supplement  action  plus  (ii)  the  lesser  of  four 
months  and  the  time  between  the  filing  of  the  request  and  the 
issuance  of  the  supplemental  action.  Another  comment  argued 
that  the  reduction  should  be  limited  to  four  months. 

Response:  Section  1.704(c)(6)  as  adopted  provides  that  the 
period  of  adjustment  set  forth  in  §  1.703  shall  be  reduced  by 
the  lesser  of  the  number  of  days,  if  any,  beginning  on  the 
mailing  date  of  the  original  Office  action  or  notice  of  allowance 
and  ending  on  the  date  of  mailing  of  the  supplemental  Office 
action  or  notice  of  allowance  or  four  months  (emphasis 
added).  An  apphcant  filing  a  preliminary  amendment  or  other 
paper  at  a  time  close  to  when  a  first  Office  action  is  expected 
is  encouraged  to  check  with  the  Office  (e.g.,  through  PAIR  at 
http://pair.uspto.gov)  before  mailing  in  the  paper.  If  the  appli- 
cation is  charged  to  a  patent  examiner,  the  examiner  should  be 
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informed  of  the  paper  and  the  paper  should  be  submitted  to  the 
examiner  by  facsimile  transmission  in  order  to  reduce  the 
likelihood  of  the  examiner  having  to  issue  a  supplemental 
Ofl&ce  action. 

Applicants  do  not  generally  ask  the  Office  to  issue  a  supple- 
mental Office  action  and  §  1.704(c)(6)  is  not  directed  to  this 
situation.  Instead,  §  1.704(c)(6)  is  directed  to  the  situation,  for 
example,  in  which  an  amendment  is  filed  in  February  and  then 
a  supplemental  amendment  is  filed  in  March,  but  is  not  in  the 
file  when  the  examiner  prepares  a  reply  in  April.  If  the 
examiner  then  prepares  another  Office  action  in  May  to  treat 
the  March  amendment,  the  reduction  under  §  1.704(c)(6) 
would  be  one  month,  the  time  between  the  April  Office  action 
and  the  May  Office  action. 

Comment  34:  As  to  proposed  §  1.704(c)(ll)  (§  1.704(c)(7)  as 
adopted),  the  proposal  that  patent  term  adjustment  will  be 
reduced  for  the  time  period  between  submission  of  an  initial 
reply  and  a  reply  in  compliance  with  §  1.135(c)  was  criticized 
as  creating  an  incentive  for  the  examiner  to  find  a  reply 
non-responsive  when  a  four-month  deadline  is  not  met.  The 
conmient  suggests  that  other  options  be  considered,  including 
setting  an  upper  limit  of  four  months  for  this  situation. 

Response:  Patent  examiner  performance  plans  hold  examiners 
responsible  for  acting  on  applications  within  specified  time 
frames.  Patent  examiner  performance  plans,  however,  do  not 
hold  examiners  responsible  for  the  patent  term  adjustment  that 
may  result  in  their  applications.  Thus,  an  examiner  should  not 
be  overly  mindful  of  the  patent  term  adjustment  implications 
of  their  actions.  If  a  reply  is  filed  that  does  not  address  each  and 
every  objection,  rejection  or  other  requirement  made  by  the 
examiner,  then  the  reply  is  not  responsive  to  the  Office  action 
and  the  time  between  the  filing  of  the  incomplete  reply  and  the 
date  the  omission  was  supplied  is  the  period  of  time  in  which 
applicant's  actions  resulted  in  the  Office  not  being  able  to 
complete  processing  or  examination  of  the  application. 

While  Office  practice  is  to  treat  a  bona  fide  but  non-responsive 
reply  by  issuing  a  notice  setting  a  one-month  (or  thirty-day) 
period  for  reply  and  permitting  applicants  to  obtain  up  to  five 
additional  months  under  §  1.136(a),  the  Office  could  have 
changed  this  practice  (as  part  of  implementing  the  patent  term 
adjustment  provisions  of  the  American  Inventors  Protection 
Act  of  1999)  to  set  a  one-month  (or  thirty-day)  non-extendable 
period  for  supplying  omissions  in  a  reply.  The  Office  elected  to 
retain  the  relatively  liberal  practice  for  treating  such  non- 
responsive  replies.  To  provide  applicants  with  this  extended 
period  within  which  to  supply  an  omission,  however,  the  Office 
must  provide  that  any  patent  term  adjustment  will  be  reduced 
by  the  period  of  time  between  the  date  the  incomplete  reply 
was  filed  and  the  date  the  omission  was  supplied.  Since  both 
the  filing  of  a  reply  that  is  complete  and  the  filing  of  any 
supplement  necessary  to  a  reply  having  an  omission  are  within 
the  control  of  the  applicant,  there  is  no  need  for  a  four-month 
upper  Umit. 

Comment  35:  As  to  proposed  §  1.704(c)(12)  (§  1.704(c)(8)  as 
adopted),  one  comment  argued  that  the  submission  of  supple- 
mental replies  should  not  be  construed  as  a  failure  to  engage  in 
reasonable  efforts  because  sometimes  the  supplemental  reply 
expedites  resolution  of  the  issues. 

Response:  Section  1.704(c)(8)  as  adopted  contains  an  exclu- 
sion for  "a  supplemental  reply  or  other  paper  expressly 
requested  by  the  examiner."  Thus,  a  supplemental  reply  or 
other  paper  expressly  requested  by  the  examiner  (e.g.,  a 
supplemental  amendment  carrying  into  effect  agreements 
reached  between  the  applicant  and  the  examiner)  will  not  be 
considered  a  failure  to  engage  in  reasonable  efforts  to  conclude 
processing  or  examination  of  an  apphcation,  where  the  filing  of 
a  supplemental  reply  or  other  paper  that  was  not  expressly 
requested  by  the  examiner  will  be  considered  a  failure  to 
engage  in  reasonable  efforts  to  conclude  processing  or  exami- 
nation of  an  apphcation. 

Comment  36:  Several  other  comments  addressed  proposed  § 
1.704(c)(12),  arguing  that  an  information  disclosure  statement 
filed  within  three  months  of  applicant  learning  of  the  prior  art 
should  not  be  construed  as  a  failure  to  engage  in  reasonable 
efforts  because  this  event  is  beyond  the  control  of  the  appli- 
cant. 


Response:  The  filing  of  an  information  disclosure  statement  (or 
supplemental  reply)  after  the  filing  of  a  reply  will  significantly 
interfere  with  the  Office's  ability  to  meet  the  time  frame  set 
forth  in  35  U.S.C.  154(b)(l)(A)(ii)  and  154(b)(1)(B)  and  § 
1.702(a)(2)  and  (b).  Nevertheless,  the  Office  considers  it 
appropriate  to  permit  applicants  to  submit  information  cited  in 
a  communication  from  a  foreign  patent  office  in  a  counterpart 
application  to  the  Office  without  a  reduction  in  patent  term 
adjustment  if  an  information  disclosure  statement  is  submitted 
to  the  Office  within  thirty  days  (not  three  months)  of  the  date 
the  communication  from  the  foreign  patent  office  was  received 
by  an  individual  designated  in  §  1.56(c).  While  this  time  period 
is  considerably  shorter  than  the  three-month  period  provided  in 
§  1 .97(e),  a  non-extendable  thirty-day  time  period  is  necessary 
to  avoid  substantial  interference  with  the  time  frame  imposed 
on  the  Office  by  35  U.S.C.  154(b)(l)(A)(ii). 

Comment  37:  One  comment  argued  that  proposed  § 
1.704(c)(12)  would  result  in  a  request  for  filing  an  assignment 
being  used  to  reduce  the  period  of  adjustment. 

Response:  Assignment  papers  should  be  mailed  to  BOX 
ASSIGNMENT  and  should  not  be  placed  into  an  application 
file.See  MPEP  303.  As  a  result,  the  filing  of  a  cover  sheet  for 
a  failure  to  engage  in  reasonable  efforts  to  conclude  prosecu- 
tion (or  processing  or  examination)  of  an  application,  will  not 
force  applicants  to  forgo  their  entitlements  under  the  treaty  or 
risk  a  reduction  in  a  term  adjustment,  and  will  place  PCT 
applicants  in  a  similar  position  to  "regular"  national  applicants 
or  applicants  who  chose  to  file  a  "bypass"  apphcation  (an 
application  under  35  U.S.C.  Ill  claiming  priority  under  35 
U.S.C.  120  to  the  international  apphcation)  instead  of  entering 
the  national  phase  under  35  U.S.C.  371. 

Comment  32:  Several  comments  argued  that  the  formalities 
covered  by  proposed  §  1.704(c)(9)  (which  subjects  an  appli- 
cant to  reduction  of  any  term  adjustment  if,  for  example,  the 
application  papers  cannot  be  scaimed,  an  abstract  is  not 
submitted  or  does  not  comply  with  the  rules,  printable  draw- 
ings are  not  filed  or  a  sequence  listing  is  not  filed  in  appropriate 
computer  readable  form)  usually  do  not  delay  examination. 
The  comments  also  expressed  concern  that  the  defect  would 
not  be  objected  to  in  initial  examination,  and  only  later  by  the 
patent  examiner.  The  comments  argue  that  there  should  be  no 
failure  to  engage  reduction  if  the  defect  is  not  noted  during 
initial  examination,  especially  if  the  defect  only  arises  after  a 
restriction  requirement  which  makes  a  revision  to  the  title,  for 
example,  necessary.  Several  comments  alleged  that  the  pro- 
posed §  1.704(c)(9)  required  formal  drawings  to  be  included 
on  filing. 

Response:  The  Office  has  revised  §  1.704  such  that  apphcation 
formalities  (specification  on  papers  in  compliance  with  §  1.52, 
title  and  abstract  in  comphance  with  §  1.72,  drawings  in 
compliance  with  §1.84,  and  sequence  listings  in  compliance 
with  §  1.821  et  seq.)  are  treated  under  §  1.704(b).  Thus,  any 
patent  term  adjustment  will  be  reduced  if  an  applicant  does  not 
correct  the  informality  within  three  months  of  the  Office  action 
or  notice  requiring  the  missing  part  or  correction  of  the 
informality. 

Comment  33:  One  comment  argued  that  the  reduction  in 
proposed  §  1.704(c)(10)  (§  1.704(c)(6)  as  adopted)  was  exces- 
sive because  there  was  no  requirement  for  the  Office  to  treat 
the  preliminary  paper  within  a  set  time.  The  comment  argues 
that  any  time  beyond  one  month  from  the  filing  of  the 
preliminary  amendment  for  the  Office  to  issue  a  supplemental 
action  should  not  be  considered  a  failure  to  engage  in  reason- 
able efforts  to  conclude  processing  of  an  application.  One 
comment  argued  that  the  proposal  left  an  "immense  loophole 
for  unlimited  PTO  delay"  and  suggested  that  any  reduction  be 
limited  to  the  lesser  of  (a)  the  proposed  period  or  (b)  the  sum 
of  (i)  the  time  between  the  original  Office  action  and  the 
request  for  a  supplement  action  plus  (ii)  the  lesser  of  four 
months  and  the  time  between  the  filing  of  the  request  and  the 
issuance  of  the  supplemental  action.  Another  comment  argued 
that  the  reduction  should  be  limited  to  four  months. 

Response:  Section  1.704(c)(6)  as  adopted  provides  that  the 
period  of  adjustment  set  forth  in  §  1.703  shall  be  reduced  by 
the  lesser  of  the  number  of  days,  if  any,  beginning  on  the 
mailing  date  of  the  original  Office  action  or  notice  of  allowance 
and  ending  on  the  date  of  mailing  of  the  supplemental  Office 
action  or  notice  of  allowance  or  four  months  (emphasis 
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added).  An  applicant  filing  a  preliminary  amendment  or  other 
paper  at  a  time  close  to  when  a  first  Office  action  is  expected 
is  encouraged  to  check  with  the  Office  (e.g.,  through  PAIR  at 
http://pair.uspto.gov)  before  mailing  in  the  paper.  If  the  appli- 
cation is  charged  to  a  patent  examiner,  the  examiner  should  be 
informed  of  the  paper  and  the  paper  should  be  submitted  to  the 
examiner  by  facsimile  transmission  in  order  to  reduce  the 
likelihood  of  the  examiner  having  to  issue  a  supplemental 
Office  action. 

Applicants  do  not  generally  ask  the  Office  to  issue  a  supple- 
mental Office  action  and  §  1.704(c)(6)  is  not  directed  to  this 
situation.  Instead,  §  1.704(c)(6)  is  directed  to  the  situation,  for 
example,  in  which  an  amendment  is  filed  in  February  and  then 
a  supplemental  amendment  is  filed  in  March,  but  is  not  in  the 
file  when  the  examiner  prepares  a  reply  in  April.  If  the 
examiner  then  prepares  another  Office  action  in  May  to  treat 
the  March  amendment,  the  reduction  under  §  1.704(c)(6) 
would  be  one  month,  the  time  between  the  April  Office  action 
and  the  May  Office  action. 

Comment  34:  As  to  proposed  §  1.704(c)(ll)  (§  1.704(c)(7)  as 
adopted),  the  proposal  that  patent  term  adjustment  will  be 
reduced  for  the  time  period  between  submission  of  an  initial 
reply  and  a  reply  in  compliance  with  §  1.135(c)  was  criticized 
as  creating  an  incentive  for  the  examiner  to  find  a  reply 
non-responsive  when  a  four-month  deadline  is  not  met.  The 
comment  suggests  that  other  options  be  considered,  including 
setting  an  upper  limit  of  four  months  for  this  situation. 

Response:  Patent  examiner  performance  plans  hold  examiners 
responsible  for  acting  on  applications  within  specified  time 
frames.  Patent  examiner  performance  plans,  however,  do  not 
hold  examiners  responsible  for  the  patent  term  adjustment  that 
may  result  in  their  applications.  Thus,  an  examiner  should  not 
be  overly  mindful  of  the  patent  term  adjustment  implications 
of  their  actions.  If  a  reply  is  filed  that  does  not  address  each  and 
every  objection,  rejection  or  other  requirement  made  by  the 
examiner,  then  the  reply  is  not  responsive  to  the  Office  action 
and  the  time  between  the  filing  of  the  incomplete  reply  and  the 
date  the  omission  was  supplied  is  the  period  of  time  in  which 
applicant's  actions  resulted  in  the  Office  not  being  able  to 
complete  processing  or  examination  of  the  application. 

While  Office  practice  is  to  treat  a  bona  fide  but  non-responsive 
reply  by  issuing  a  notice  setting  a  one-month  (or  thirty-day) 
period  for  reply  and  permitting  applicants  to  obtain  up  to  five 
additional  months  under  §  1.136(a),  the  Office  could  have 
changed  this  practice  (as  part  of  implementing  the  patent  term 
adjustment  provisions  of  the  American  Inventors  Protection 
Act  of  1999)  to  set  a  one-month  (or  thirty-day)  non-extendable 
period  for  supplying  omissions  in  a  reply.  The  Office  elected  to 
retain  the  relatively  liberal  practice  for  treating  such  non- 
responsive  replies.  To  provide  applicants  with  this  extended 
period  within  which  to  supply  an  omission,  however,  the  Office 
must  provide  that  any  patent  term  adjustment  will  be  reduced 
by  the  period  of  time  between  the  date  the  incomplete  reply 
was  filed  and  the  date  the  omission  was  supplied.  Since  both 
the  filing  of  a  reply  that  is  complete  and  the  filing  of  any 
supplement  necessary  to  a  reply  having  an  omission  are  within 
the  control  of  the  applicant,  there  is  no  need  for  a  four-month 
upper  limit. 

Comment  35:  As  to  proposed  §  1.704(c)(12)  (§  1.704(c)(8)  as 
adopted),  one  comment  argued  that  the  submission  of  supple- 
mental replies  should  not  be  construed  as  a  failure  to  engage  in 
reasonable  efforts  because  sometimes  the  supplemental  reply 
expedites  resolution  of  the  issues. 

Response:  Section  1.704(c)(8)  as  adopted  contains  an  exclu- 
sion for  "a  supplemental  reply  or  other  paper  expressly 
requested  by  the  examiner."  Thus,  a  supplemental  reply  or 
other  paper  expressly  requested  by  the  examiner  (e.g.,  a 
supplemental  amendment  carrying  into  effect  agreements 
reached  between  the  applicant  and  the  examiner)  will  not  be 
considered  a  failure  to  engage  in  reasonable  efforts  to  conclude 
processing  or  examination  of  an  application,  where  the  filing  of 
a  supplemental  reply  or  other  paper  that  was  not  expressly 
requested  by  the  examiner  will  be  considered  a  failure  to 
engage  in  reasonable  efforts  to  conclude  processing  or  exami- 
nation of  an  application. 

Comment  36:  Several  other  comments  addressed  proposed  § 
1.704(c)(12),  arguing  that  an  information  disclosure  statement 
filed  within  three  months  of  applicant  learning  of  the  prior  art 


should  not  be  construed  as  a  failure  to  engage  in  reasonable 
efforts  because  this  event  is  beyond  the  control  of  the  appli- 
cant. 

Response:  The  filing  of  an  information  disclosure  statement  (or 
supplemental  reply)  after  the  filing  of  a  reply  will  significantly 
interfere  with  the  Office's  ability  to  meet  the  time  frame  set 
forth  in  35  U.S.C.  154(b)(l)(A)(ii)  and  154(b)(1)(B)  and  § 
1.702(a)(2)  and  (b).  Nevertheless,  the  Office  considers  it 
appropriate  to  permit  applicants  to  submit  information  cited  in 
a  communication  from  a  foreign  patent  office  in  a  counterpart 
application  to  the  Office  without  a  reduction  in  patent  term 
adjustment  if  an  information  disclosure  statement  is  submitted 
to  the  Office  within  thirty  days  (not  three  months)  of  the  date 
the  communication  from  the  foreign  patent  office  was  received 
by  an  individual  designated  in  §  1.56(c).  While  this  time  period 
is  considerably  shorter  than  the  three-month  period  provided  in 
§  1.97(e),  a  non-extendable  thirty-day  time  period  is  necessary 
to  avoid  substantial  interference  with  the  time  frame  imposed 
on  the  Office  by  35  U.S.C.  154(b)(l)(A)(ii). 

Comment  37:  One  comment  argued  that  proposed  § 
1.704(c)(12)  would  result  in  a  request  for  filing  an  assignment 
being  used  to  reduce  the  period  of  adjustment. 

Response:  Assignment  papers  should  be  mailed  to  BOX 
ASSIGNMENT  and  should  not  be  placed  into  an  application 
file. See  MPEP  303.  As  a  result,  the  filing  of  a  cover  sheet  for 
an  assignment  and  an  assignment  would  not  be  used  in  the 
patent  term  adjustment  determination.  Furthermore,  a  Notice 
of  Non-Recordation  (MPEP  302.09)  is  not  a  notice  related  to 
the  processing  or  examination  of  a  patent  application  and  will 
not  be  used  in  the  patent  term  adjustment  determination. 

Comment  38:  Several  comments  stated  that  it  was  manifestly 
unfair  for  a  term  adjustment  to  be  reduced  by  the  time  between 
filing  a  notice  of  appeal  and  the  appeal  brief  in  proposed  § 
1.704(c)(13).  Several  of  these  comments  suggested  that  the 
time  between  two  months  after  the  notice  of  appeal  and  filing 
of  the  appeal  brief  be  used  as  a  failure  to  engage  reduction. 
One  of  the  comments  suggested  that  applicants  be  given  at 
least  one  month  between  notice  of  appeal  and  filing  of  the 
appeal  brief  before  further  delays  begin  to  be  considered  a 
failure  to  engage.  Another  comment  argued  that  proposed  § 
1.704(c)(13)  was  unfair  because  a  notice  of  appeal  is  a 
desirable  means  of  avoiding  paying  extension  of  time  fees.  The 
comment  further  argued  that  if  the  appeal  is  successful,  the 
time  taken  to  file  an  appeal  brief  should  not  be  considered  a 
failure  to  engage  in  reasonable  efforts  to  conclude  processing 
or  examination  of  the  apphcation  unless  more  than  a  reason- 
able amount  of  time  is  taken  to  file  the  appeal  brief.  Several 
comments  suggested  that  the  taking  of  an  appeal  begins  with 
the  filing  of  the  appeal  brief  and  not  with  the  filing  of  a  notice 
of  appeal.  One  of  these  comments  stated  that  the  Office's 
treating  an  appeal  as  having  been  taken  when  the  notice  of 
appeal  is  filed  but  reducing  any  patent  term  adjustment  by  the 
period  between  the  filing  of  the  notice  of  appeal  and  the  filing 
of  an  appeal  brief  will  have  the  effect  of  having  the  relevant 
four-month  period  run  from  the  filing  of  the  appeal  brief  and 
probably  reached  the  result  Congress  intended,  but  indicated 
that  such  a  practice  will  create  client-relation  difficulty. 

Response:  The  Office  is  interpreting  the  phrase  "the  date  on 
which"  an  "appeal  was  taken"  in  35  U.S.C.  154(b)(l)(A)(ii)  as 
the  date  an  appeal  brief  in  compliance  with  §  1.192  was  filed. 
The  Office  originally  interpreted  the  phrase  "the  date  on 
which"  an  "appeal  was  taken"  in  35  U.S.C.  154(b)(l)(A)(ii)  to 
mean  the  date  a  notice  of  appeal  to  the  Board  of  Patent  Appeals 
and  Interferences  under  35  U.S.C.  134  and  §  1.191  was  filed. 
See  Changes  to  Implement  Patent  Term  Adjustment  Under 
Twenty- Year  Patent  Term.  65  FR  at  17217,  1233  Off.  Gaz.  Pat. 
Office  at  1 1 1.  The  Office  has  reconsidered  this  interpretation  of 
the  phrase  "the  date  on  which"  an  "appeal  was  taken"  in  35 
U.S.C.  154(b)(l)(A)(ii). 

Neither  the  patent  statute  nor  the  rules  of  practice  provide  any 
definition  (or  antecedent  basis)  for  the  phrase  "appeal  was 
taken"  so  as  to  signify  whether  "the  date  on  which"  an  "appeal 
was  taken"  means  the  date  a  notice  of  appeal  to  the  Board  of 
Patent  Appeals  and  Interferences  under  35  U.S.C.  134  and  § 
1.191  was  filed,  or  whether  it  means  the  date  the  documents 
and  fees  from  applicant  (i.e.,  an  appeal  brief  in  compliance 
with  §  1.192)  that  are  necessary  for  the  appeal  to  go  forward 
(or  be  "taken")  to  the  Board  of  Patent  Appeals  and  Interfer- 
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ences  was  filed.  Therefore,  it  is  necessary  to  resort  to  the 
context  of  this  provision  within  the  scheme  of  35  U.S.C. 
154(b)(1)  and  legislative  history  of  35  U.S.C.  154(b)  to 
ascertain  the  meaning  of  tliis  phrase. 

The  interpretation  of  the  phrase  "the  date  on  which"  an  "appeal 
was  taken"  as  meaning  the  date  a  notice  of  appeal  to  the  Board 
of  Patent  Appeals  and  Interferences  under  35  U.S.C.  134  and  § 
1.191  was  filed  (rather  than  the  date  an  appeal  brief  in 
compliance  with  §  1.192  was  filed)  is  not  consistent  with  the 
scheme  of  35  U.S.C.  154(b)(1)(A)  and  (B).  Both  35  U.S.C. 
154(b)(1)(A)  and  (B)  set  forth  an  objective  time  clock  sys- 
tem.35  U.S.C.  154(b)(1)(A)  sets  forth  an  objective  clock 
system  that  measures  the  time  taken  by  the  Office  to  perform 
certain  acts  of  examination  when  such  actions  are  expected  in 
response  to  actions  (e.g.,  the  filing  of  an  application,  reply  to 
an  Office  action,  payment  of  the  issue  fee)  by  the  applicant, 
where  35  U.S.C.  154(b)(1)(B)  sets  forth  an  objective  clock 
system  that  measures  overall  time  taken  by  the  Office  to  issue 
the  patent. 

The  Office  is  not  expected  to  respond  to  the  filing  of  a  notice 
of  appeal  to  the  Board  of  Patent  Appeals  and  Interferences 
under  35  U.S.C.  134  and  §  1.191  unless  and  until  the  applicant 
files  the  documents  and  fees  (i.e.,  an  appeal  brief  in  compliance 
with  §  1.192)  necessary  for  the  appeal  to  go  forward  (or  be 
"taken")  to  the  Board  of  Patent  Appeals  and  Interferences. 
Since  this  provision  is  included  as  part  of  the  clock  system  of 
35  U.S.C.  154(b)(1)(A)  that  measures  the  time  taken  by  the 
Office  to  perform  certain  acts  of  examination  when  such 
actions  are  expected  in  response  to  actions  by  the  applicant 
(rather  than  the  overall  clock  system  of  35  U.S.C. 
154(b)(1)(B)),  it  would  be  inconsistent  with  the  scheme  of  35 
U.S.C.  154(b)(1)(A)  and  (B)  to  have  the  four-month  period  in 
35  U.S.C.  154(b)(l)(A)(ii)  run  at  a  time  (between  the  filing  of 
a  notice  of  appeal  to  the  Board  of  Patent  Appeals  and 
Interferences  under  35  U.S.C.  134  and  §  1.191  and  the  filing  of 
an  appeal  brief  in  compliance  with  §  1.192)  when  the  Office  is 
not  expected  to  perform  any  action  in  the  application. 

The  interpretation  of  the  phrase  "the  date  on  which"  an  "appeal 
was  taken"  as  meaning  the  date  a  notice  of  appeal  to  the  Board 
of  Patent  Appeals  and  Interferences  under  35  U.S.C.  134  and  § 
1.191  was  filed  (rather  than  the  date  an  appeal  brief  in 
compliance  with  §  1.192  was  filed)  is  also  not  consistent  with 
the  legislative  history  of  35  U.S.C.  154(b).  As  discussed  above, 
the  provisions  in  35  U.S.C.  154(b)(A)  and  (B)  for  patent  term 
adjustment  on  the  bases  of  administrative  delays  in  acting  on 
an  application  or  issuing  a  patent  evolved  from  legislation 
introduced  in  the  104th  Congress.  See  Patent  Apphcation 
Publication  Act  of  1995,  H.R.  1733,  104th  Cong.  (1995). 
Section  8  of  H.R.  1733  simply  provided  for  patent  term 
adjustment  (or  extension)  for  "an  unusual  administrative  de- 
lay," and  authorized  the  Office  to  "prescribe  regulations  to 
govern  the  determination  of  the  period  of  delay  and  the 
particular  circumstances  deemed  to  be  an  unusual  administra- 
tive delay"  (35  U.S.C.  154(b)(1)(D)). 

The  Office  proposed  to  implement  this  provision  of  H.R.  1733 
using  a  three-prong  objective  time  clock  for  certain  actions  by 
the  Office  to  determine  whether  there  was  "an  unusual  admin- 
istrative delay"  by  the  Office.  Specifically,  the  Office  proposed 
to  define  "an  unusual  administrative  delay"  by  the  Office  as 
failure  to:  ( 1 )  act  on  a  reply  under  §  1 . 1 1 1  or  appeal  brief  under 
§  1.192  within  six  months  of  the  date  it  was  filed;  (2)  act  on 
application  with  six  months  of  the  date  of  a  decision  under  § 
1 .  196  by  the  Board  of  Patent  Appeals  and  Interferences  where 
claims  stand  allowed  in  an  application  or  the  nature  of  the 
decision  requires  further  action  by  the  examiner  (§  1.197);  or 
(3)  issue  a  patent  within  six  months  of  the  date  the  issue  fee 
was  paid  or  all  outstanding  requirements  were  satisfied,  which- 
ever is  later.  See  Changes  to  Implement  18-Month  Pubhcation 
of  Patent  Applications.  Notice  of  Proposed  Rulemaking,  60  FR 
42352,  42369-70,  42385-86  (Aug.  15,  1995),  1177  Off.  Gaz. 
Pat.  Office  61,  76-77,  91-91  (Aug.  15,  1995). 

The  104th  Congress  replaced  H.R.  1733  with  H.R.  3460.  See 
Moorhead-Schroeder  Patent  Reform  Act,  H.R.  3460,  104th 
Cong.  (1996).  The  patent  term  adjustment  provisions  of  H.R. 
3460  were  based  upon  the  objective  time  clock  system 
proposed  by  the  Office  in  August  of  1995,  with  two  modifica- 
tions: (1)  an  additional  fourth  prong  (now  the  first  prong)  was 
added  to  also  define  "an  unusual  administrative  delay"  by  the 
Office  as  failure  to  initially  act  on  an  apphcation  within 


fourteen  months  of  its  filing  date;  and  (2)  the  six-month  time 
periods  were  shortened  to  four  months  in  the  remaining  three 
prongs  which  correspond  to  the  three  prongs  proposed  by  the 
Office.  See  H.  R.  Rep.  No.  104-784,  at  19  and  33  (1996).  There 
is  nothing  in  the  Committee  Report  for  H.R.  3460  to  indicate 
that  Congress  intended  the  four-month  period  in  the  second 
prong  of  the  objective  time  clock  to  run  from  the  date  a  notice 
of  appeal  to  the  Board  of  Patent  Appeals  and  Interferences 
under  35  U.S.C.  134  and  §  1.191  was  filed,  rather  than  the  date 
an  appeal  brief  under  §  1.192  was  filed  (as  proposed  by  the 
Office),  with  regard  to  measuring  whether  the  time  taken  by  the 
Office  to  respond  to  an  appeal  constituted  "an  unusual  admin- 
istrative delay"  by  the  Office. 

While  35  U.S.C.  154(b)  as  ultimately  amended  by  the  106th 
Congress  in  Pub.  L.  106-113  difi'ers  dramatically  from  35 
U.S.C.  154(b)  as  it  would  have  been  amended  by  H.R.  3460, 
the  language  of  35  U.S.C.  154(b)(l)(A)(ii)  as  enacted  is 
identical  to  the  language  of  35  U.S.C.  154(b)(l)(B)(ii)  (the 
corresponding  provision)  in  H.R.  3460.  Since  this  objective 
clock  system  of  35  U.S.C.  154(b)(1)(A)  tracks  the  objective 
time  clock  system  proposed  by  the  Office  in  August  of  1995, 
and  there  is  nothing  in  the  legislative  history  of  35  U.S.C. 
154(b)  to  indicate  that  Congress  meant  to  alter  this  prong  of  the 
objective  time  clock  (such  that  the  time  period  would  run  from 
the  date  a  notice  of  appeal  to  the  Board  of  Patent  Appeals  and 
Interferences  under  35  U.S.C.  134  and  §  1.191  was  filed  rather 
than  the  date  an  appeal  brief  under  §  1.192  was  filed),  it  is 
reasonable  to  conclude  that  Congress  intended  the  phrase  "the 
date  on  which"  an  "appeal  was  taken"  in  35  U.S.C. 
154(b)(l)(A)(ii)  to  mean  the  date  an  appeal  brief  under  1.192 
was  filed. 

Comment  39:  As  to  proposed  §  1.704(c)(14)  (§  1.704(c)(9)  as 
adopted),  several  comments  argued  that  the  comments  raised 
against  proposed  §  1.704(c)(10)  were  also  relevant.  One 
comment  argued  that  the  period  defined  by  the  rule  was  not 
within  the  control  of  the  apphcant  and  that  an  upper  limit  for 
the  period  of  adjustment  (e.g.,  four  months)  should  be  set. 

Response:  Section  1.704(c)(9)  as  adopted  provides  that  adjust- 
ment set  forth  in  §  1.703  shall  be  reduced  by  the  lesser  of  the 
number  of  days,  if  any,  beginning  on  the  day  after  the  mailing 
date  of  the  original  Office  action  or  notice  of  allowance  and 
ending  on  the  mailing  date  of  the  supplemental  Office  action  or 
notice  of  allowance  or  four  months  (emphasis  added). 

Comment  40:  Another  comment  addressed  proposed  § 
1.704(c)(14)  (§  1.704(c)(9)  as  adopted),  stating  that  the  term 
"designated"  in  the  phrase  "[s]ubmission  of  an  amendment  or 
other  paper  after  a  decision  of  the  Board  of  Patent  Appeals  and 
Interferences,  other  than  a  decision  designated  as  containing  a 
new  ground  of  rejection  under  §  1.196(b)  or  a  statement  under 
§  1.196(c)"  should  not  be  used  to  arbitrarily  deny  term 
adjustment. 

Response:  The  phrase  from  §  1.704(c)(9)  as  adopted  addressed 
in  this  comment  explains  that  a  paper  filed  in  reply  to  a  new 
ground  of  rejection  will  not  be  used  to  reduce  a  term 
adjustment.  Applicants  will  be  able  to  timely  reply  to  a  Board 
of  Patent  Appeals  and  Interferences  decision  containing  a  new 
ground  of  rejection  under  §  1.196(b)  without  a  reduction  of 
patent  term  adjustment. 

Comment  41:  Several  comments  objected  to  the  reference  to 
"or  other  paper"  in  proposed  §  1.704(c)(15)  (§  1.704(c)(10)  as 
adopted)  because  a  paper  filed  to  correct  an  examiner's 
amendment  or  to  request  a  copy  of  a  PTO-1449  should  not  be 
construed  as  a  failure  to  engage  in  reasonable  efi'orts  to 
conclude  prosecution.  One  comment  suggested  instead  that 
only  an  amendment  requiring  further  examination  should  be 
listed  under  this  section. 

Response:  In  order  to  be  able  to  perform  the  patent  term 
adjustment  calculation  at  the  time  of  maiUng  the  Notice  of 
Allowance,  the  Office  needs  to  have  the  calculation  performed 
by  a  computer  program  using  the  Office's  records  of  papers 
mailed  and  received  as  recorded  in  its  PALM  system.  The 
PALM  system  is  simply  not  capable  of  making  value  judg- 
ments concerning  papers  filed  after  allowance.  In  any  event  (as 
discussed  above),  all  papers  filed  after  allowance  of  an 
application  substantially  delay  the  Office's  ability  to  process  an 
application  for  a  patent  because  the  Office  does  not  wait  for 
payment  of  the  issue  fee  to  begin  the  process  of  preparing  the 
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application  for  publication  as  a  patent.  Section  1.704(c)(10)  as 
adopted  should  deter  applicants  from  filing  papers  after  allow- 
ance which  should  have  a  beneficial  impact  upon  the  Office's 
ability  to  publish  applications  as  patents  more  quickly. 

Apphcants  can  avoid  this  reduction  being  applied  to  appli- 
cant's attempts  to  correct  the  record  by  making  a  telephone 
request  for  a  missing  copy  of  a  PTO-1449  or  other  document 
as  soon  as  possible  after  receipt  of  the  Notice  of  Allowance.  As 
to  information  disclosure  statements  filed  after  allowance, 
pursuant  to  §  1.704(d)  an  information  disclosure  statement 
citing  prior  art  cited  in  a  communication  from  the  foreign 
patent  office  in  a  counterpart  apphcation  and  filed  within  thirty 
days  of  the  communication  from  the  foreign  patent  office  will 
not  reduce  the  term  of  any  adjustment  if  the  required  certifi- 
cation is  made.  In  addition,  a  status  inquiry  filed  after  allow- 
ance may  result  in  a  reduction  of  the  term  adjustment. 
Applicants  are  encouraged  to  either  call  the  Office  or  use  the 
PAIR  system  (http://pair.uspto.gov)  to  monitor  the  status  of  an 
application  rather  than  submitting  written  status  inquiries. 

Comment  42:  One  comment  argued  that  proposed  § 
1.704(c)(16)  (§  1.704(c)(ll)  as  adopted)  was  unnecessary 
because  time  periods  before  the  filing  date  of  an  application  are 
not  relevant  to  patent  term  adjustment  and  do  not  constitute 
delays  in  the  prosecution  of  the  application.  Another  comment 
asked  whether  appHcant  delays  in  a  prior  application  would 
reduce  the  patent  term  adjustment  in  a  continuation  applica- 
tion. 

Response:  Delays  before  the  filing  date  of  an  application  are 
not  relevant  to  whether  an  application  is  entitled  to  patent  term 
adjustment,  but  the  provision  is  considered  necessary  to 
remind  applicants  of  this.  Likewise,  patent  term  adjustment 
will  not  be  reduced  by  applicant  actions  or  inactions  (that 
amount  to  a  failure  to  engage  in  reasonable  efforts  to  conclude 
processing  or  examination  of  the  application)  occurring  in  a 
prior  (or  other)  application. 

Comment  43:  Section  1.705(a)  states  that  the  notification  of 
any  patent  term  adjustment  under  35  U.S.C.  154(b)  will  be 
included  on  the  notice  of  allowance.  One  comment  asked 
whether  a  registered  practitioner  has  an  ethical  duty  to  disclose 
to  the  Office  when  the  term  adjustment  indicated  is  longer 
period  than  expected.  The  comment  continues  to  ask  whether 
attorneys  have  a  similar  duty  to  inform  the  Office  when  an 
examiner  indicates  subject  matter  as  being  allowable  with  a 
scope  broader  than  it  should  be.  Finally,  the  comment  asks 
whether  the  ethical  obligation  would  be  any  different  if  the 
pre-printed  Office  form  is  not  used  to  pay  the  issue  fee  and  an 
attorney-generated  form  is  used  instead. 

Response:  The  Office  currently  issues  a  notice  of  allowance 
using  the  Notice  of  Allowance  and  Issue  Fee  Due  (PTOL-85). 
The  Notice  of  Allowance  and  Issue  Fee  Due  (PTOL-85)  is 
printed  in  several  parts  and  one  part  (PTOL-85B)  may  be 
returned  with  the  issue  fee  payment  in  order  to  communicate 
the  assignee  and  attorney  data  to  be  printed  on  the  face  of  the 
patent.  A  registered  practitioner  is  under  a  general  obligation  of 
candor  and  good  faith  in  practice  before  the  Office.  Accord- 
ingly, if  an  examiner  suggests  claims  that  the  attorney  knows 
are  not  patentable,  §  10.18  precludes  the  attorney  from 
adopting  the  examiner's  suggestions  in  an  amendment.  Simi- 
larly, a  practitioner  signing  the  PTOL-85B  does  so  pursuant  to 
§  10.18,  which  means,  for  example,  that  if  assignee  data  is 
provided  on  the  PTOL-85B,  the  assignee  is  an  assignee  of  the 
entire  interest  in  the  application,  and  that  the  patent  term 
adjustment  is  correct  to  the  best  of  his  or  her  knowledge, 
information  and  belief,  formed  after  an  inquiry  reasonable 
under  the  circumstances.  For  example,  if  a  registered  practi- 
tioner receives  determination  that  the  application  is  eligible  for 
a  1,500  day  adjustment  and  the  practitioner  is  not  sure  exactly 
what  the  adjustment  should  be,  but  believes  that  the  adjustment 
should  be  1,000  days,  the  practitioner  does  have  a  duty  to 
disclose  the  error  to  the  Office,  regardless  of  whether  the  issue 
fee  is  paid  using  the  Office-generated  form  (PTOL-85B)  or  an 
attorney -generated  equivalent.  In  order  to  comply  with  this 
duty  and  where  the  correct  adjustment  is  thought  to  be  less 
than  indicated  by  the  Office,  an  application  for  term  adjustment 
under  §  1.705(b)  need  not  be  filed.  Instead,  a  letter  could  be 
filed  with  the  issue  fee  payment,  indicating  that  the  term 
adjustment  is  thought  to  be  longer  than  appropriate. 


Comment  44:  As  to  §  1 .705(a)  one  comment  asked  if  the  patent 
term  adjustment  would  be  printed  in  the  Official  Gazette. 

Response:  The  Office  has  no  plans  at  this  time  to  add  the  patent 
term  adjustment  to  the  information  printed  in  the  Official 
Gazette. 

Comment  45:  As  to  §  1.705(b),  one  comment  noted  that  the 
reference  to  §  1.704(b)  should  be  a  reference  to  §  1.704. 

Response:  The  suggestion  has  been  adopted  in  part.  The 
reference  to  §  1.704(b)  has  been  changed  to  a  reference  to  § 
1.704(a).  Section  §  1.704(a)  states  that  a  patent  term  adjust- 
ment shall  be  reduced  by  the  period  of  time  in  which  applicant 
has  failed  to  engage  in  reasonable  efforts  to  conclude  prosecu- 
tion whereas  §  1.704(b)  and  (c)  define  when  an  apphcant  is 
determined  to  have  failed  to  act  in  such  a  manner. 

Comment  46:  As  to  §  1.705(b),  one  comment  stated  that  the 
amount  of  detail  of  how  the  patent  term  adjustment  calculation 
is  made  was  not  stated  and  urged  that  the  Office  provide 
information  as  to  patent  term  adjustment  which  applicants  can 
check  as  an  application  is  prosecuted.  One  comment  asked  that 
a  copy  of  the  patent  term  adjustment  worksheet  be  included 
with  the  patent  term  adjustment  determination. 

Response:  The  Office  does  plan  to  provide  information  as  to 
how  the  patent  term  adjustment  calculation  has  been  made 
through  PAIR  at  http://pair.uspto.gov.  This  system  is  now 
available  to  all  patent  applicants  who  have  a  customer  number. 
The  precise  information  that  will  be  communicated,  and  when 
this  information  will  be  available  has  not  yet  been  determined. 

Comment  47:  One  comment  asked  that  the  software  algorithm 
for  the  patent  term  adjustment  determination  be  made  available 
to  the  public  before  being  implemented. 

Response:  The  computer  program  written  to  perform  the  patent 
term  adjustment  determinations  of  35  U.S.C.  154  as  amended 
will  be  written  for  the  Office  mainframe  computer  using  the 
PALM  records.  It  is  not  anticipated  that  this  software  will  be 
capable  of  being  used  on  another  computer.  Accordingly,  the 
computer  codes  are  unlikely  to  be  understood  by  someone 
outside  of  the  Office.  Moreover,  the  Office  does  not  plan  to 
initially  launch  a  computer  program  that  will  perform  all 
necessary  patent  term  adjustment  determination,  but  instead 
plans  to  add  to  the  program  in  stages  until  it  is  fully  functional. 
For  example,  the  first  patents  to  be  eligible  for  term  adjustment 
will  be  when  the  Office  fails  to  issue  a  patent  within  four 
months  of  payment  of  the  issue  fee  and  compliance  with  all 
formal  requirements.  This  is  unlikely  to  occur  before  February 
of  2001.  Accordingly,  the  first  stage  of  the  computer  program 
should  be  running  by  November  of  2000  to  generate  a  report 
with  the  Issue  Notification  if  this  four-month  deadline  is 
missed.  On  the  other  hand,  the  last  part  of  the  program  (failing 
to  issue  a  patent  within  three  years  of  the  filing  date  of  the 
application)  cannot  take  place  before  May  29,  2003,  and  this 
final  stage  of  the  program  is  not  anticipated  to  be  operational 
until  after  the  remainder  of  the  programming  has  been  com- 
pleted. 

Comment  48:  One  comment  argued  that  applicants  should  be 
able  to  address  patent  term  adjustment  with  the  filing  of  a  reply 
to  an  Office  action. 

Response:  Although  35  U.S.C.  154(b)(3)(C)  states  that  a 
showing  that  the  delay  was  in  spite  of  all  due  care  may  be  filed 
prior  to  the  issuance  of  the  patent,  the  general  framework  of  the 
35  U.S.C.  154(b)(3)  has  the  Office  first  making  a  patent  term 
adjustment  determination  and  then  applicant  filing  a  request 
for  reconsideration  of  the  Office's  determination  (i.e.,  an 
apphcation  for  term  adjustment).  Since  the  initial  patent  term 
adjustment  determination  will  be  made  by  the  Office's  com- 
puter system  with  the  mailing  of  the  Notice  of  Allowance  and 
Issue  Fee  Due,  applicant  should  file  any  showing  explaining 
the  reasons  for  a  delay  with  any  request  for  reconsideration  of 
this  determination  so  that  the  showing  can  be  considered  with 
the  request  for  reconsideration.  In  addition,  the  reinstatement 
provision  of  35  U.S.C.  154(b)(3)(C)  applies,  by  its  terms,  only 
to  reductions  under  §  1 .704(b)  because  the  reductions  under  § 
1.704(c)(1)  through  (c)(ll)  are  not  based  upon  failure  to  reply 
to  an  Office  action  or  notice  within  three  months.  Thus, 
reinstatement  of  reduced  patent  term  adjustment  under  35 
U.S.C.  154(b)(3)(C)  on  the  basis  of  a  showing  that  the  delay 
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was  in  spite  of  all  due  care  is  relevant  only  if:  (1)  one  of  the 
delays  specified  in  35  U.S.C.  154(b)(1)(A)  through  (C)  oc- 
curred during  the  appUcation  process  processing;  and  (2) 
patent  term  adjustment  accruing  as  a  result  of  such  delay 
survives  the  reductions  under  §  1.704(c)(1)  through  (c)(ll). 
Thus,  the  Office  is  requiring  that  applicants  not  address  patent 
term  adjustment  until  the  Office  makes  its  initial  patent  term 
adjustment  determination  in  the  notice  of  allowance  to  avoid 
unnecessary  expenditures  of  resources  by  applicants  and  the 
Office  in  preparing  and  handling  submissions  that  turn  out  to 
be  irrelevant. 

Comment  49:  As  to  §  1.705(b).  several  comments  asked  how 
the  procedure  for  a  request  for  reconsideration  of  the  term 
adjustment  due  to  the  patent  issuing  on  a  date  other  than  the 
projected  issue  date  will  operate.  One  comment  argued  that  the 
thirty-day  time  period  was  too  short  and  that  a  three-month 
time  period  would  be  more  suitable. 

Response:  The  Office  is  restricted  by  the  provisions  of  35 
U.S.C.  154(b)(4)(A)  which  provide  that  an  applicant  dissatis- 
fied with  a  patent  term  adjustment  determination  has  180  days 
to  file  a  civil  action  against  the  Office.  In  order  for  the  Office 
to  treat  the  request  for  reconsideration  in  sufficient  time  for  the 
applicant  to  determine  whether  court  review  of  the  Office's 
determination  is  appropriate,  the  Office  must  require  that  the 
request  for  reconsideration  be  filed  within  thirty  days  of  patent 
grant.  The  Office  does,  however,  mail  an  Issue  Notification 
about  two  weeks  before  the  issue  date  of  the  patent  and  plans 
to  revise  the  Issue  Notification  to  include  the  patent  term 
adjustment  information  that  will  be  printed  on  the  face  of  the 
patent,  so  applicants  will  (in  most  situations)  have  about 
forty-five  days  from  the  date  of  this  Notice  to  prepare  a  request 
for  reconsideration. 

Comment  50:  Also  as  to  §  1.705(b),  one  comment  asked  if  the 
revised  patent  term  adjustment  would  be  printed  on  the  patent, 
and  asked  how  a  third  party  would  obtain  information  about 
any  revision  to  the  patent  term  adjustment. 

Response:  Any  petition  requesting  reconsideration  of  a  patent 
term  adjustment  and  a  decision  thereon  would  be  placed  into 
the  patent  file  wrapper  and  would  therefore  be  available  to  the 
public.  In  addition,  the  Office  is  considering  establishing 
procedures  where  the  Office  will  issue  a  certificate  of  correc- 
tion to  add  or  correct  patent  term  adjustment  information 
printed  on  the  face  of  the  patent,  after  a  decision  on  a  request 
for  reconsideration  of  a  patent  term  adjustment  determination. 
After  the  certificate  of  correction  has  issued,  the  Office  is 
considering  publishing  an  Official  Gazette  Notice  of  the 
revised  term  adjustment  determination  for  the  patent. 

Comment  51:  As  to  §  1.705(c),  one  comment  suggested  that 
the  Office  should  issue  guidelines  on  how  the  "in  spite  of  all 
due  care"  provisions  of  35  U.S.C.  154(b)(3)(C)  will  be 
interpreted.  Another  comment  argued  that  the  term  "reasonable 
efforts"  is  more  liberal  than  the  term  "due  diligence"  under  old 
35  U.S.C.  154(b)  which  was  abandoned  by  Congress.  The 
comment  argued  that  events  that  should  not  be  treated  as  a 
failure  to  engage  in  reasonable  efforts  to  conclude  prosecution 
include:  (1)  filing  of  responses  after  three  months  accompanied 
by  a  submission  under  the  procedures  of  §  1.132  where 
reasonable  efforts  to  prepare  the  submission  are  shown;  (2) 
periods  of  time  when  applicant's  attorney  is  engaged  in  inter 
partes  matters  relating  to  pending  lawsuits  and  interferences 
and  other  matters  on  his/her  professional  calendar  which  are 
appropriately  given  priority;  (3)  illness,  vacations  of  reason- 
able length,  and  other  appropriate  reasons  for  non-attention  to 
an  application  that  occur  in  everyday  life  of  applicants  and 
attorneys,  and  (4)  time  consumed  in  communications  between 
the  apphcant,  the  applicant's  foreign  agent  and  the  applicant's 
U.S.  representative  when  the  applicant  does  not  reside  in  the 
United  States. 

Response:  Filing  a  response  outside  of  three  months  after  an 
Office  action  is  per  se  a  failure  to  engage  in  reasonable  efforts 
to  conclude  prosecution  under  35  U.S.C.  154(b)(2)(C)(ii) 
unless  applicant  can  establish  that  the  delay  was  "in  spite  of  all 
due  care."  The  Office  "shall  reinstate  all  or  part  of  the 
cumulative  period  of  time  of  an  adjustment  reduced  under  [35 
U.S.C.  154(b)(2)(C)]  if  the  applicant . .  .  makes  a  showing  that, 
in  spite  of  all  due  care,  the  applicant  was  unable  to  respond 
within  the  3-month  period.  .  .  "  See  35  U.S.C.  154(b)(3)(C) 
(emphasis  added).  The  "due  care"  of  a  reasonably  prudent 


person  standard  has  been  applied  in  deciding  petitions  under 
the  "unavoidable  delay"  standard  of  35  U.S.C.  133.  See  In  re 
Mattullath.  38  App.  D.C.  497,  514-15  (1912)("the  word 
'unavoidable'  ...  is  applicable  to  ordinary  human  affairs,  and 
requires  no  more  or  greater  care  or  diligence  than  is  generally 
used  and  observed  by  prudent  and  careful  men  in  relation  to 
their  most  important  business")  (quoting  and  adopting  Pratt, 
1887  Dec.  Comm'r  Pat.  at  32-33);  see  also  Ray  v.  Lehman,  55 
F.3d  606,  609,  34  USPQ2d  1786,  1787  (Fed.  Cir  1995)  ("in 
determining  whether  a  delay  . . .  was  unavoidable,  one  looks  to 
whether  the  party  .  .  .  exercised  the  due  care  of  a  reasonably 
prudent  person").  While  the  legislative  history  of  the  American 
Inventors  Protection  Act  of  1999  is  silent  as  to  the  meaning  of 
the  phrase  "in  spite  of  all  due  care,"  the  phrases  "all  due  care" 
and  "unable  to  respond"  invoke  a  higher  degree  of  care  than 
the  ordinary  due  care  standard  of  35  U.S.C.  133,  as  well  as  the 
"reasonable  efforts  to  conclude  processing  or  examination  [or 
prosecution]  of  an  apphcation"  standard  of  35  U.S.C. 
154(b)(2)(C)(i)  and  (iii).  Therefore,  applicants  should  not  rely 
upon  decisions  relating  to  the  "unavoidable  delay"  standard  of 
35  U.S.C.  133  as  controlling  in  a  request  to  reinstate  reduced 
patent  term  adjustment  on  the  basis  of  a  showing  that  the 
applicant  was  unable  to  respond  within  the  three-month  period 
in  spite  of  all  due  care. 

Examples  of  showings  that  may  establish  that  the  applicant 
was  unable  to  respond  within  the  three-month  period  in  spite  of 
all  due  care  are  as  follows:  (1)  a  showing  that  the  original 
three-month  period  was  insufficient  to  obtain  the  test  data 
necessary  for  an  affidavit  or  declaration  under  §  1.132  that  was 
submitted  with  a  reply  filed  outside  the  original  three-month 
period;  (2)  a  showing  that  the  applicant  was  unable  to  reply 
within  the  original  three-month  period  due  to  a  natural  disaster; 
or  (3)  a  showing  that  the  applicant  was  unable  to  reply  within 
the  original  three-month  period  due  to  illness  or  death  of  a  sole 
practitioner  of  record  who  was  responsible  for  prosecuting  the 
application.  Obviously,  the  patent  term  adjustment  term  rein- 
stated would  be  limited  to  the  period  in  which  the  showing 
establishes  that  applicant  was  acting  with  all  due  care  to  reply 
to  the  Office  notice  or  action,  but  circumstances  (outside 
applicant's  control)  made  apphcant  unable  to  reply  in  spite  of 
such  due  care. 

An  applicant  will  not  be  able  to  show  that  he  or  she  was  unable 
to  respond  within  the  three-month  period  "in  spite  of  all  due 
care"  if  the  response  was  not  filed  within  the  three-month 
period  due  to  reasons  within  the  control  of  applicant  or 
agencies  within  the  apphcant' s  control.  Examples  of  circum- 
stances that  would  not  establish  that  the  applicant  was  unable 
to  respond  within  the  three-month  period  in  spite  of  all  due 
care  are:(l)  an  applicant's  or  representative's  preoccupation 
with  other  matters  (e.g.,  an  inter  partes  lawsuit  or  interference) 
that  is  given  priority  over  the  application;  (2)  illness  or  death 
of  the  practitioner  in  charge  of  the  application  if  the  practitio- 
ner is  associated  (in  a  law  firm)  with  other  practitioners  (since 
the  other  practitioners  could  have  taken  action  to  reply  within 
the  three-month  period);  (3)  time  consumed  with  communica- 
tions between  the  applicant  and  his  or  her  representative, 
regardless  of  whether  the  applicant  resides  in  the  United  States 
or  chooses  to  communicate  with  the  United  States  representa- 
tive via  a  foreign  representative;  (4)  vacation  or  other  non- 
attention  to  an  application  that  results  in  a  failure  to  reply 
within  the  three-month  period;  (5)  applicant  filing  a  reply  on  or 
near  the  last  day  of  the  three-month  period  using  first  class 
mail  with  a  certificate  of  mailing  under  §  1.8,  rather  than  by 
Express  Mail  under  §  1.10  or  facsimile  (if  permitted),  and  the 
reply  is  not  received  (filed)  in  the  Office  until  after  the 
three-month  period;  or  (6)  failure  of  clerical  employees  of 
applicant  or  applicant's  representative  to  properly  docket  the 
Office  action  or  notice  for  reply  or  perform  other  tasks 
necessary  for  reply  within  the  three-month  period. 

Rarely  is  the  power  of  attorney  given  to  a  single  attorney  and 
often  many  attorneys  are  given  power  of  attorney  in  an 
application.  An  attorney  in  litigation,  working  on  an  interfer- 
ence or  taking  a  vacation  is  generally  aware  of  that  fact  before 
the  event  and  should  make  plans  for  another  to  take  over  his 
work  so  that  it  is  completed  and  filed  in  the  Office  within  the 
three-month  period.  Thus,  failure  to  reply  within  the  three- 
month  period  in  35  U.S.C.  154(b)(2)(C)(ii)  due  to  preoccupa- 
tion with  other  matters  (e.g.,  an  inter  partes  lawsuit  or 
interference)  given  priority  over  the  application,  or  vacation  or 
other  non-attention  to  an  application,  cannot  be  relied  upon  to 
show  that  applicant  was  unable  to  reply  "in  spite  of  all  due 
care"  under  35  U.S.C.  154(b)(3)(C). 
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As  to  communications  between  an  applicant  and  others  in- 
volved in  preparing  a  reply,  the  attorney's  engagement  letter 
with  his  or  her  client  should  impress  the  importance  of  reply 
within  three  months  of  any  Office  action  or  notice.  The  letter 
should  also  carefully  explain  to  the  client  that  while  extensions 
of  time  are  generally  available  to  reply  to  Office  actions  and 
notices,  not  only  will  applicant  have  to  bear  the  cost  of  the 
extension  but  is  likely  to  experience  a  reduction  in  any  patent 
term  adjustment  as  well. 

Comment  52:  As  to  §  1.705(d),  one  comment  stated  that  there 
was  no  provision  in  the  rules  for  the  patent  to  be  printed  with 
the  patent  term  adjustment  information  thereon. Another  com- 
ment asJced  how  the  public  would  be  notified  of  a  successful 
request  for  reconsideration  of  the  term  adjustment  due  to  the 
patent  issuing  on  a  day  other  than  a  date  projected. 

Response:  Patents  filed  on  or  after  June  8,  1995,  are  eligible  for 
term  adjustment  for  certain  delays  and  the  patent  is  printed 
with  the  term  adjustment  information  printed  thereon  in  the 
field  below  the  inventor  name.  If  for  some  reason  the  patent  is 
not  printed  with  the  term  adjustment  or  is  printed  with  the 
incorrect  adjustment,  the  Office  procedure  is  to  inform  the 
patentee  of  the  error  and  to  issue  a  Certificate  of  Correction  if 
no  objection  is  received.  The  Office  plans  to  continue  to  print 
any  term  adjustment  on  the  front  page  of  the  patent,  and  to 
issue  a  Certificate  of  Correction  if  the  term  adjustment  is 
printed  incorrectly. 

Comment  53:  One  general  comment  was  received  that  with 
patent  term  adjustment,  applicants  will  be  less  motivated  to 
take  action  to  expedite  prosecution  of  an  application,  and 
suggested  that  the  term  adjustment  should  be  shortened  if  the 
applicant  does  not  take  action  to  ensure  that  the  application  is 
examined. 

Response:  The  suggestion  raises  a  valid  objection  which 
cannot  be  addressed  with  a  specific  rulemaking.  Applicants 
often  file  status  letters  to  determine  if  and  when  an  application 
will  be  taken  up  for  action.  The  time  required  to  process  and 
reply  to  a  status  letter  takes  away  from  the  time  that  the  Office 
has  to  process  and  reply  to  other  papers  and  the  Office  does  not 
want  to  create  rules  to  encourage  the  filing  of  such  papers. 

Comment  54:  One  comment  argued  that  §  1 .705(f)  should  not 
exclude  a  third  party  from  filing  a  submission  or  petition  of  the 
patent  term  adjustment.  The  comment  argues  that  a  potential 
Abbreviated  New  Drug  Application  (ANDA)  applicant  may 
not  have  another  way  of  challenging  the  expiration  date  of  the 
patent  and  upon  filing  a  paragraph  III  certification,  be  forced  to 
stay  off  the  market  for  an  unnecessary  period  of  time,  thereby 
depriving  the  public  of  lower  cost  drugs. 

Response:  If  the  patent  claims  a  drug  product  approved  by  the 
Food  and  Drug  Administration,  the  patent  will  be  listed  in  the 
Prescription  and  OTC  Drug  Product,  Patent  and  Exclusivity 
Data  section  of  the  Approved  Drug  Products  with  Therapeutic 
Equivalence  Evaluations  (Orange  Book)  as  covering  the  drug 
product  and  the  patent  expiration  date  will  be  given.  If  the 
expiration  date  listed  in  the  Orange  Book  is  incorrect,  the 
ANDA  applicant  could  dispute  the  patent  expiration  date 
pursuant  to  21  CFR  314.53(0-  If  the  date  is  not  corrected,  the 
ANDA  applicant  could  institute  a  declaratory  judgment  action 
with  respect  to  the  patent.  Alternatively,  the  ANDA  applicant 
could  address  the  situation  by  filing  a  paragraph  IV  certifica- 
tion (see  Food,  Drug  and  Cosmetic  Act,  Section 
505(j)(2)(A)(vii)(IV),  21  U.S.C.  355(j)(2)(A)(vii)(IV)),  argu- 
ing that  because  the  term  adjustment  is  incorrect,  the  patent  is 
unenforceable.  See  21  CFR  314.94(a)(12)(i)(A)(4). 

Pursuant  to  35  U.S.C.  154(b)(4)(B)  no  third  party  may  chal- 
lenge or  appeal  a  patent  term  adjustment  determination  prior  to 
the  grant  of  a  patent.  Moreover,  the  best  time  and  place  for  the 
patent  term  adjustment  determination  to  be  challenged  by  a 
third  party  is  thought  to  be  during  litigation  between  two 
interested  parties  near  the  expiration  date  of  the  patent,  before 
consideration  of  the  term  adjustment. 

Classification 

Regulatory  Flexibility  Act:  Chief  Counsel  for  Regulation  of 
the  Department  of  Commerce  certified  to  the  Chief  Counsel  for 
Advocacy,  Small  Business  Administration,  that  the  changes  in 
this  final  rule  will  not  have  a  significant  impact  on  a  substantial 


number  of  small  entities  (Regulatory  Flexibility  Act,  5  U.S.C. 
605(b)).  This  final  rule  implements  the  provisions  of  §  4401 
and  §  4402  of  the  American  Inventors  Protection  Act  of  1999. 
The  changes  in  this  final  rule  provide  procedures  for  the 
Office's  patent  term  adjustment  determination  and  for  filing  an 
application  to  request  reconsideration  of  the  Office's  patent 
term  adjustment  determination. 

The  Office  mails  a  notice  of  allowance  in  roughly  160,000 
appUcations  each  year.  The  Office's  patent  term  adjustment 
determination  will  be  a  calculation  based  upon  time  periods 
involving  the  dates  of  various  actions  by  the  Office  and  the 
applicant  during  the  application  process.  Because  of  the 
number  of  actions  by  the  Office  and  the  applicant  during  the 
application  process,  the  Office  anticipates  that  there  will  be 
disagreement  on  at  least  one  of  these  dates  in  roughly  fifteen 
percent  of  applications  (24,000).  Based  upon  the  percentage  of 
applicants  who  are  small  entities  (thirty  percent),  the  Office 
expects  that  7,200  small  entities  will  file  an  application 
requesting  reconsideration  of  a  patent  term  adjustment  deter- 
mination each  year.  Since  a  small  entity  applicant  who 
exercises  reasonable  due  care  or  diligence  should  be  able  to 
reply  to  any  Office  action  or  notice  within  three  months,  the 
Office  does  not  anticipate  that  any  small  entities  will  file  a 
request  for  reinstatement  of  reduced  patent  term  adjustment 
(based  upon  a  showing  that  the  applicant  was  unable  to  reply 
to  an  Office  action  or  notice  within  three  months  in  spite  of  all 
due  care). 

Filing  an  appUcation  requesting  reconsideration  of  a  patent 
term  adjustment  determination  (as  well  as  a  request  for 
reinstatement  of  reduced  patent  term  adjustment)  is  optional. 
To  obtain  any  benefit  from  an  application  requesting  reconsid- 
eration of  the  Office's  patent  term  adjustment  determination, 
the  applicant  must  plan  to  pay  the  three  maintenance  fees 
required  by  law  (35  U.S.C.  41(b))  to  maintain  a  patent  in  force 
until  the  end  of  the  non-adjusted  patent  term  as  specified  in  35 
U.S.C.  154.  The  current  first,  second,  and  third  maintenance 
fees  are  $415.00,  $950.00,  and  $1,455.00,  respectively.Since 
the  fee  ($200)  for  filing  an  application  requesting  reconsidera- 
tion of  the  Office's  patent  term  adjustment  determination  is  less 
than  one-tenth  of  the  combined  cost  of  these  three  maintenance 
fees  (and  the  fee  ($400)  for  filing  a  request  for  reinstatement  of 
reduced  patent  term  adjustment  is  less  than  one-sixth  of  the 
combined  cost  of  these  three  maintenance  fees),  there  will  not 
be  a  significant  economic  impact  on  a  substantial  number  of 
small  entities  due  to  the  procedures  for  requesting  reconsid- 
eration of  the  Office's  patent  term  adjustment  determination. 

Executive  Order  13132:  This  final  rule  does  not  contain 
policies  with  federalism  implications  sufficient  to  warrant 
preparation  of  a  Federalism  Assessment  under  Executive  Order 
13132  (August  4,  1999). 

Executive  Order  12866:  This  final  rule  has  been  determined 
to  be  not  significant  for  purposes  of  Executive  Order  12866 
(September  30,  1993). 

Paperwork  Reduction  Act:  This  final  rule  involves  informa- 
tion collection  requirements  which  are  subject  to  review  by  the 
Office  of  Management  and  Budget  (0MB)  under  the  Paper- 
work Reduction  Act  of  1995  (44  U.S.C.  3501  et  seq.).  The 
collection  of  information  involved  in  this  final  rule  has  been 
reviewed  and  previously  approved  by  0MB  under  OMB 
control  number  0651-0020. 

As  required  by  the  Paperwork  Reduction  Act  of  1995  (44 
U.S.C.  3507(d)),  the  United  States  Patent  and  Trademark 
Office  submitted  an  information  collection  package  to  OMB 
for  its  review  and  approval.  The  United  States  Patent  and 
Trademark  Office  submitted  this  information  collection  to 
OMB  for  its  review  and  approval  because  this  final  rule  adds 
the  request  for  reconsideration  of  a  patent  term  adjustment 
determination  by  the  United  States  Patent  and  Trademark 
Office  and  the  request  for  reinstatement  of  reduced  patent  term 
adjustment  (based  upon  a  showing  that  the  apphcant  was 
unable  to  reply  to  an  Office  action  or  notice  within  three 
months  in  spite  of  all  due  care)  provided  for  in  35  U.S.C. 
154(b)(3)  to  that  collection. 

The  title,  description,  and  respondent  description  of  the  infor- 
mation collection  is  shown  below  with  an  estimate  of  the 
annual  reporting  burdens.  Included  in  this  estimate  is  the  time 
for  reviewing  instructions,  gathering,  and  maintaining  the  data 
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needed,  and  completing  and  reviewing  the  collection  of  infor- 
mation. The  principal  impact  of  the  changes  in  this  final  rule  is 
to  implement  the  changes  to  Office  practice  necessitated  by  § 
4402  of  the  American  Inventors  Protection  Act  of  1999 
(enacted  into  law  by  §  1000(a)(9),  Division  B,  of  Pub.  L. 
106-113). 

OMB  Number:  0651-0020. 

Title:  Patent  Term  Extension. 

Form  Numbers:  None. 

Type  of  Review:  Approved  through  September  of  2001. 

Affected  Public:  Individuals  or  households,  businesses  or 
other  for-profit,  not-for-profit  institutions,  farms.  Federal  Gov- 
ernment, and  state,  local,  or  tribal  governments. 

Estimated  Number  of  Respondents:  26,857. 

Estimated  Time  Per  Response:  1.15  hour. 

Estimated  Total  Annual  Burden  Hours:  30,902  hours. 

Needs  and  Uses:  The  information  supplied  to  the  United 
States  Patent  and  Trademark  Office  by  an  applicant  requesting 
reconsideration  of  a  patent  term  adjustment  determination 
under  35  U.S.C.  154(b)  (§  1.702  et  seq.)  is  used  by  the  United 
States  Patent  and  Trademark  Office  to  determine  whether  its 
determination  of  patent  term  adjustment  under  35  U.S.C. 
154(b)  is  correct,  and  whether  the  applicant  is  entitled  to 
reinstatement  of  reduced  patent  term  adjustment.  The  informa- 
tion supplied  to  the  United  States  Patent  and  Trademark  Office 
by  an  applicant  seeking  a  patent  term  extension  under  35 
U.S.C.  156  (§  1.710  et  seq.)  is  used  by  the  United  States  Patent 
and  Trademark  Office,  the  Department  of  Health  and  Human 
Services,  and  the  Department  of  Agriculture  to  determine  the 
eUgibility  of  a  patent  for  extension  and  to  determine  the  period 
of  any  such  extension.  The  applicant  can  apply  for  patent  term 
and  interim  extensions,  petition  the  Office  to  review  final 
eligibiUty  decisions,  withdraw  patent  term  applications,  and 
declare  his  or  her  eligibility  to  apply  for  a  patent  term 
extension. 

Comments  are  invited  on:  (1)  whether  the  collection  of 
information  is  necessary  for  proper  performance  of  the  func- 
tions of  the  agency;  (2)  the  accuracy  of  the  agency's  estimate 
of  the  burden;  (3)  ways  to  enhance  the  quality,  utihty,  and 
clarity  of  the  information  to  be  collected;  and  (4)  ways  to 
minimize  the  burden  of  the  collection  of  information  to 
respondents. 

Interested  persons  are  requested  to  send  comments  regarding 
these  information  collections,  including  suggestions  for  reduc- 
ing this  burden,  to  Robert  J.  Spar,  Director,  Special  Program 
Law  Office,  United  States  Patent  and  Trademark  Office, 
Washington,  D.C.  20231,  or  to  the  Office  of  Information  and 
Regulatory  Affairs  of  OMB,  New  Executive  Office  Building, 
725  17th  Street,  N.W.,  Room  10235,  Washington,  D.C.  20503, 
Attention:  Desk  Officer  for  the  United  States  Patent  and 
Trademark  Office. 

Notwithstanding  any  other  provision  of  law,  no  person  is 
required  to  respond  to  nor  shall  a  person  be  subject  to  a  penalty 
for  failure  to  comply  with  a  collection  of  information  subject  to 
the  requirements  of  the  Paperwork  Reduction  Act  unless  that 
collection  of  information  displays  a  currently  vaUd  OMB 
control  number. 

List  of  Subjects 

37  CFR  Part  1 

Administrative  practice  and  procedure.  Courts,  Freedom  of 
Information,  Inventions  and  patents.  Reporting  and  record 
keeping  requirements,  Small  Businesses. 

For  the  reasons  set  forth  in  the  preamble,  37  CFR  Part  1  is 
amended  as  follows: 

PART  1— RULES  OF  PRACTICE  IN  PATENT  CASES 

1 .  The  authority  citation  for  37  CFR  Part  1  continues  to  read  as 
follows: 

Authority:  35  U.S.C.  2(b)(2). 

2.  Section  1.18  is  amended  by  revising  its  heading  and  adding 
paragraphs  (d),  (e)  and  (f)  to  read  as  follows: 


1.18  Patent  post  allowance  (including  issue)  fees. 


(d)  [Reserved] 

(e)  For  filing  an  apphcation  for  patent  term  adjustment  under 
§  1.705  $200.00 

(f)  For  fifing  a  request  for  reinstatement  of  all  or  part  of  the 
term  reduced  pursuant  to  §  1 .704(b)  in  an  apphcation  for  patent 
term  adjustment  under  §  1.705  $400.00 

3.  The  heading  for  Subpart  F  of  part  1  is  revised  to  read  as 
follows: 

Subpart  F — Adjustment  and  Extension  of  Patent  Term 

4.  The  authority  citation  for  Subpart  F  of  part  1  is  revised  to 
read  as  follows: 

Authority:  35  U.S.C.  2(b)(2),  154,  and  156. 

5.  A  new,  undesignated  center  heading  is  added  to  Subpart  F  - 
Adjustment  and  Extension  of  Patent  Term  before  1.701  to  read 
as  follows: 

ADJUSTMENT  OF  PATENT  TERM  DUE  TO  EXAMINA- 
TION DELAY 

6.  Section  1.701  is  amended  by  revising  its  heading  and  adding 
a  new  paragraph  (e)  to  read  as  follows: 

1.701  Extension  of  patent  term  due  to  examination  delay 
under  the  Uruguay  Round  Agreements  Act  (original  appli- 
cations, other  than  designs,  filed  on  or  after  June  8,  1995, 
and  before  May  29,  2000). 

(e)  The  provisions  of  this  section  apply  only  to  original 
patents,  except  for  design  patents,  issued  on  applications  filed 
on  or  after  June  8,  1995,  and  before  May  29,  2000. 

61.  New  1.702  through  1.705  are  added  to  read  as  follows: 

1.702  Grounds  for  adjustment  of  patent  term  due  to 
examination  delay  under  the  Patent  Term  Guarantee  Act  of 
1999  (original  applications,  other  than  designs,  filed  on  or 
after  May  29,  2000). 

(a)  Failure  to  take  certain  actions  within  specified  time 
frames.  Subject  to  the  provisions  of  35  U.S.C.  154(b)  and  this 
subpart,  the  term  of  an  original  patent  shall  be  adjusted  if  the 
issuance  of  the  patent  was  delayed  due  to  the  failure  of  the 
Office  to: 

(1)  Mail  at  least  one  of  a  notification  under  35  U.S.C.  132  or 
a  notice  of  allowance  under  35  U.S.C.  151  not  later  than 
fourteen  months  after  the  date  on  which  the  application  was 
filed  under  35  U.S.C.  111(a)  or  fulfilled  the  requirements  of  35 
U.S.C.  371  in  an  international  application; 

(2)  Respond  to  a  reply  under  35  U.S.C.  132  or  to  an  appeal 
taken  under  35  U.S.C.  134  not  later  than  four  months  after  the 
date  on  which  the  reply  was  filed  or  the  appeal  was  taken; 

(3)  Act  on  an  application  not  later  than  four  months  after  the 
date  of  a  decision  by  the  Board  of  Patent  Appeals  and 
Interferences  under  35  U.S.C.  134  or  135  or  a  decision  by  a 
Federal  court  under  35  U.S.C.  141,  145,  or  146  where  at  least 
one  allowable  claim  remains  in  the  application;  or 

(4)  Issue  a  patent  not  later  than  four  months  after  the  date  on 
which  the  issue  fee  was  paid  under  35  U.S.C.  151  and  all 
outstanding  requirements  were  satisfied. 

(b)  Failure  to  issue  a  patent  within  three  years  of  the  actual 
fifing  date  of  the  apphcation.  Subject  to  the  provisions  of  35 
U.S.C.  154(b)  and  this  subpart,  the  term  of  an  original  patent 
shall  be  adjusted  if  the  issuance  of  the  patent  was  delayed  due 
to  the  failure  of  the  Office  to  issue  a  patent  within  three  years 
after  the  date  on  which  the  application  was  filed  under  35 
U.S.C.  111(a)  or  the  national  stage  commenced  under  35 
U.S.C.  371(b)  or  (f)  in  an  international  application,  but  not 
including: 

(1)  Any  time  consumed  by  continued  examination  of  the 
application  under  35  U.S.C.  132(b); 

(2)  Any  time  consumed  by  an  interference  proceeding  under 
35  U.S.C.  135(a); 
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(3)  Any  time  consumed  by  the  imposition  of  a  secrecy  order 
under  35  U.S.C.  181; 

(4)  Any  time  consumed  by  review  by  the  Board  of  Patent 
Appeals  and  Interferences  or  a  Federal  court;  or 

(5)  Any  delay  in  the  processing  of  the  application  by  the 
Office  that  was  requested  by  the  applicant. 

(c)  Delays  caused  by  interference  proceedings.  Subject  to 
the  provisions  of  35  U.S.C.  154(b)  and  this  subpart,  the  term  of 
an  original  patent  shall  be  adjusted  if  the  issuance  of  the  patent 
was  delayed  due  to  interference  proceedings  under  35  U.S.C. 
135(a). 

(d)  Delays  caused  by  secrecy  order.  Subject  to  the  provisions 
of  35  U.S.C.  154(b)  and  this  subpart,  the  term  of  an  original 
patent  shall  be  adjusted  if  the  issuance  of  the  patent  was 
delayed  due  to  the  application  being  placed  under  a  secrecy 
order  under  35  U.S.C.  181. 

(e)  Delays  caused  by  successful  appellate  review.  Subject  to 
the  provisions  of  35  U.S.C.  154(b)  and  this  subpart,  the  term  of 
an  original  patent  shall  be  adjusted  if  the  issuance  of  the  patent 
was  delayed  due  to  review  by  the  Board  of  Patent  Appeals  and 
Interferences  under  35  U.S.C.  134  or  by  a  Federal  court  under 
35  U.S.C.  141  or  145,  if  the  patent  was  issued  pursuant  to  a 
decision  reversing  an  adverse  determination  of  patentability. 

(f)  The  provisions  of  this  section  and  1.703  through  1.705 
apply  only  to  original  applications,  except  apphcations  for  a 
design  patent,  filed  on  or  after  May  29,  2000,  and  patents 
issued  on  such  apphcations. 

§   1.703  Period  of  adjustment  of  patent   term  due  to 
examination  delay. 

(a)  The  period  of  adjustment  under  §  1.702(a)  is  the  sum  of 
the  following  periods: 

(1)  The  number  of  days,  if  any,  in  the  period  beginning  on 
the  day  after  the  date  that  is  fourteen  months  after  the  date  on 
which  the  application  was  filed  under  35  U.S.C.  111(a)  or 
fulfilled  the  requirements  of  35  U.S.C.  371  and  ending  on  the 
date  of  mailing  of  either  an  action  under  35  U.S.C.  132,  or  a 
notice  of  allowance  under  35  U.S.C.  151,  whichever  occurs 
first; 

(2)  The  number  of  days,  if  any,  in  the  period  beginning  on 
the  day  after  the  date  that  is  four  months  after  the  date  a  reply 
under  §  1.111  was  filed  and  ending  on  the  date  of  mailing  of 
either  an  action  under  35  U.S.C.  132,  or  a  notice  of  allowance 
under  35  U.S.C.  151,  whichever  occurs  first; 

(3)  The  number  of  days,  if  any,  in  the  period  beginning  on 
the  day  after  the  date  that  is  four  months  after  the  date  a  reply 
in  compliance  with  §  1.113(c)  was  filed  and  ending  on  the  date 
of  mailing  of  either  an  action  under  35  U.S.C.  132,  or  a  notice 
of  allowance  under  35  U.S.C.  151,  whichever  occurs  first; 

(4)  The  number  of  days,  if  any,  in  the  period  beginning  on 
the  day  after  the  date  that  is  four  months  after  the  date  an 
appeal  brief  in  compliance  with  §  1.192  was  filed  and  ending 
on  the  date  of  mailing  of  any  of  an  examiner's  answer  under  § 
1.193,  an  action  under  35  U.S.C.  132,  or  a  notice  of  allowance 
under  35  U.S.C.  151,  whichever  occurs  first; 

(5)  The  number  of  days,  if  any,  in  the  period  beginning  on 
the  day  after  the  date  that  is  four  months  after  the  date  of  a  final 
decision  by  the  Board  of  Patent  Appeals  and  Interferences  or 
by  a  Federal  court  in  an  appeal  under  35  U.S.C.  141  or  a  civil 
action  under  35  U.S.C.  145  or  146  where  at  least  one  allowable 
claim  remains  in  the  application  and  ending  on  the  date  of 
mailing  of  either  an  action  under  35  U.S.C.  132  or  a  notice  of 
allowance  under  35  U.S.C.  151,  whichever  occurs  first;  and 

(6)  The  number  of  days,  if  any,  in  the  period  beginning  on 
the  day  after  the  date  that  is  four  months  after  the  date  the  issue 
fee  was  paid  and  all  outstanding  requirements  were  satisfied 
and  ending  on  the  date  a  patent  was  issued. 

(b)  The  period  of  adjustment  under  §  1.702(b)  is  the  number 
of  days,  if  any,  in  the  period  beginning  on  the  day  after  the  date 
that  is  three  years  after  the  date  on  which  the  application  was 
filed  under  35  U.S.C.  111(a)  or  the  national  stage  commenced 
under  35  U.S.C.  371(b)  or  (f)  in  an  international  application 
and  ending  on  the  date  a  patent  was  issued,  but  not  including 
the  sum  of  the  following  periods: 

(1)  The  number  of  days,  if  any,  in  the  period  beginning  on 
the  date  on  which  a  request  for  continued  examination  of  the 
application  under  35  U.S.C.  132(b)  was  filed  and  ending  on  the 
date  the  patent  was  issued; 

(2)(i)  The  number  of  days,  if  any,  in  the  period  beginning  on 
the  date  an  interference  was  declared  or  redeclared  to  involve 
the  application  in  the  interference  and  ending  on  the  date  that 
the  interference  was  terminated  with  respect  to  the  application; 
and 


(ii)  The  number  of  days,  if  any,  in  the  period  beginning  on 
the  date  prosecution  in  the  application  was  suspended  by  the 
Office  due  to  interference  proceedings  under  35  U.S.C.  135(a) 
not  involving  the  application  and  ending  on  the  date  of  the 
termination  of  the  suspension; 

(3)(i)  The  number  of  days,  if  any,  the  application  was 
maintained  in  a  sealed  condition  under  35  U.S.C.  181; 

(ii)  The  number  of  days,  if  any,  in  the  period  beginning  on 
the  date  of  maihng  of  an  examiner's  answer  under  §  1.193  in 
the  application  under  secrecy  order  and  ending  on  the  date  the 
secrecy  order  was  removed; 

(iii)  The  number  of  days,  if  any,  in  the  period  beginning  on 
the  date  applicant  was  notified  that  an  interference  would  be 
declared  but  for  the  secrecy  order  and  ending  on  the  date  the 
secrecy  order  was  removed;  and 

(iv)  The  number  of  days,  if  any,  in  the  period  beginning  on 
the  date  of  notification  under  §  5.3(c)  of  this  chapter  and 
ending  on  the  date  of  mailing  of  the  notice  of  allowance  under 
35  U.S.C.  151;  and, 

(4)  The  number  of  days,  if  any,  in  the  period  beginning  on 
the  date  on  which  a  notice  of  appeal  to  the  Board  of  Patent 
Appeals  and  Interferences  was  filed  under  35  U.S.C.  134  and 
§  1.191  and  ending  on  the  date  of  the  last  decision  by  the  Board 
of  Patent  Appeals  and  Interferences  or  by  a  Federal  court  in  an 
appeal  under  35  U.S.C.  141  or  a  civil  action  under  35  U.S.C. 
145,  or  on  the  date  of  mailing  of  either  an  action  under  35 
U.S.C.  132,  or  a  notice  of  allowance  under  35  U.S.C.  151, 
whichever  occurs  first,  if  the  appeal  did  not  result  in  a  decision 
by  the  Board  of  Patent  Appeals  and  Interferences. 

(c)  The  period  of  adjustment  under  §  1.702(c)  is  the  sum  of 
the  following  periods,  to  the  extent  that  the  periods  are  not 
overlapping: 

(1)  The  number  of  days,  if  any,  in  the  period  beginning  on 
the  date  an  interference  was  declared  or  redeclared  to  involve 
the  application  in  the  interference  and  ending  on  the  date  that 
the  interference  was  terminated  with  respect  to  the  application; 
and 

(2)  The  number  of  days,  if  any,  in  the  period  beginning  on 
the  date  prosecution  in  the  application  was  suspended  by  the 
Office  due  to  interference  proceedings  under  35  U.S.C.  135(a) 
not  involving  the  application  and  ending  on  the  date  of  the 
termination  of  the  suspension. 

(d)  The  period  of  adjustment  under  §  1 .702(d)  is  the  sum  of 
the  following  periods,  to  the  extent  that  the  periods  are  not 
overlapping: 

(1)  The  number  of  days,  if  any,  the  application  was  main- 
tained in  a  sealed  condition  under  35  U.S.C.  181; 

(2)  The  number  of  days,  if  any,  in  the  period  beginning  on 
the  date  of  mailing  of  an  examiner's  answer  under  §  1.193  in 
the  application  under  secrecy  order  and  ending  on  the  date  the 
secrecy  order  was  removed; 

(3)  The  number  of  days,  if  any,  in  the  period  beginning  on 
the  date  applicant  was  notified  that  an  interference  would  be 
declared  but  for  the  secrecy  order  and  ending  on  the  date  the 
secrecy  order  was  removed;  and 

(4)  The  number  of  days,  if  any,  in  the  period  beginning  on 
the  date  of  notification  under  §  5.3(c)  of  this  chapter  and 
ending  on  the  date  of  mailing  of  the  notice  of  allowance  under 
35  U.S.C.  151. 

(e)  The  period  of  adjustment  under  §  1.702(e)  is  the  sum  of 
the  number  of  days,  if  any,  in  the  period  beginning  on  the  date 
on  which  a  notice  of  appeal  to  the  Board  of  Patent  Appeals  and 
Interferences  was  filed  under  35  U.S.C.  134  and  §  1.191  and 
ending  on  the  date  of  a  final  decision  in  favor  of  the  applicant 
by  the  Board  of  Patent  Appeals  and  Interferences  or  by  a 
Federal  court  in  an  appeal  under  35  U.S.C.  141  or  a  civil  action 
under  35  U.S.C.  145. 

(f)  The  adjustment  will  run  from  the  expiration  date  of  the 
patent  as  set  forth  in  35  U.S.C.  154(a)(2).  To  the  extent  that 
periods  of  adjustment  attributable  to  the  grounds  specified  in  § 
1.702  overlap,  the  period  of  adjustment  granted  under  this 
section  shall  not  exceed  the  actual  number  of  days  the  issuance 
of  the  patent  was  delayed.  The  term  of  a  patent  entitled  to 
adjustment  under  §  1 .702  and  this  section  shall  be  adjusted  for 
the  sum  of  the  periods  calculated  under  paragraphs  (a)  through 
(e)  of  this  section,  to  the  extent  that  such  periods  are  not 
overlapping,  less  the  sum  of  the  periods  calculated  under  § 
1.704.  The  date  indicated  on  any  certificate  of  mailing  or 
transmission  under  §  1.8  shall  not  be  taken  into  account  in  this 
calculation. 

(g)  No  patent,  the  term  of  which  has  been  disclaimed  beyond 
a  specified  date,  shall  be  adjusted  under  §  1.702  and  this 
section  beyond  the  expiration  date  specified  in  the  disclaimer. 
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1.704  Reduction  of  period  of  adjustment  of  patent  term. 

(a)  The  period  of  adjustment  of  the  term  of  a  patent  under  §§ 
1.703(a)  through  (e)  shall  be  reduced  by  a  period  equal  to  the 
period  of  time  during  which  the  applicant  failed  to  engage  in 
reasonable  efforts  to  conclude  prosecution  (processing  or 
examination)  of  the  application. 

(b)  With  respect  to  the  grounds  for  adjustment  set  forth  in  §§ 
1.702(a)  through  (e),  and  in  particular  the  ground  of  adjust- 
ment set  forth  in  §  1.702(b),  an  apphcant  shall  be  deemed  to 
have  failed  to  engage  in  reasonable  efforts  to  conclude  pro- 
cessing or  examination  of  an  application  for  the  cumulative 
total  of  any  periods  of  time  in  excess  of  three  months  that  are 
taken  to  reply  to  any  notice  or  action  by  the  Office  making  any 
rejection,  objection,  argument,  or  other  request,  measuring 
such  three-month  period  from  the  date  the  notice  or  action  was 
mailed  or  given  to  the  applicant,  in  which  case  the  period  of 
adjustment  set  forth  in  §  1.703  shall  be  reduced  by  the  number 
of  days,  if  any,  beginning  on  the  day  after  the  date  that  is  three 
months  after  the  date  of  mailing  or  transmission  of  the  Office 
communication  notifying  the  applicant  of  the  rejection,  objec- 
tion, argument,  or  other  request  and  ending  on  the  date  the 
reply  was  filed.  The  period,  or  shortened  statutory  period,  for 
reply  that  is  set  in  the  Office  action  or  notice  has  no  effect  on 
the  three-month  period  set  forth  in  this  paragraph. 

(c)  Circumstances  that  constitute  a  failure  of  the  applicant  to 
engage  in  reasonable  efforts  to  conclude  processing  or  exami- 
nation of  an  application  also  include  the  following  circum- 
stances, which  will  result  in  the  following  reduction  of  the 
period  of  adjustment  set  forth  in  §  1.703  to  the  extent  that  the 
periods  are  not  overlapping: 

(1)  Suspension  of  action  under  §  1.103  at  the  applicant's 
request,  in  which  case  the  period  of  adjustment  set  forth  in  § 
1.703  shall  be  reduced  by  the  number  of  days,  if  any,  beginning 
on  the  date  a  request  for  suspension  of  action  under  §  1.103 
was  filed  and  ending  on  the  date  of  the  termination  of  the 
suspension; 

(2)  Deferral  of  issuance  of  a  patent  under  §  1.314,  in  which 
case  the  period  of  adjustment  set  forth  in  §  1.703  shall  be 
reduced  by  the  number  of  days,  if  any,  beginning  on  the  date 
a  request  for  deferral  of  issuance  of  a  patent  under  §  1.314  was 
filed  and  ending  on  the  date  the  patent  was  issued; 

(3)  Abandonment  of  the  application  or  late  payment  of  the 
issue  fee,  in  which  case  the  period  of  adjustment  set  forth  in  § 
1.703  shall  be  reduced  by  the  number  of  days,  if  any,  beginning 
on  the  date  of  abandonment  or  the  date  after  the  date  the  issue 
fee  was  due  and  ending  on  the  earlier  of: 

(i)  The  date  of  mailing  of  the  decision  reviving  the  applica- 
tion or  accepting  late  payment  of  the  issue  fee;  or 

(ii)  The  date  that  is  four  months  after  the  date  the  grantable 
petition  to  revive  the  application  or  accept  late  payment  of  the 
issue  fee  was  filed; 

(4)  Failure  to  file  a  petition  to  withdraw  the  holding  of 
abandoimient  or  to  revive  an  application  within  two  months 
from  the  mailing  date  of  a  notice  of  abandonment,  in  which 
case  the  period  of  adjustment  set  forth  in  §  1.703  shall  be 
reduced  by  the  number  of  days,  if  any,  beginning  on  the  day 
after  the  date  two  months  from  the  maihng  date  of  a  notice  of 
abandonment  and  ending  on  the  date  a  petition  to  withdraw  the 
holding  of  abandonment  or  to  revive  the  application  was  filed; 

(5)  Conversion  of  a  provisional  application  under  35  U.S.C. 
111(b)  to  a  nonprovisional  application  under  35  U.S.C.  111(a) 
pursuant  to  35  U.S.C.  111(b)(5),  in  which  case  the  period  of 
adjustment  set  forth  in  §  1.703  shall  be  reduced  by  the  number 
of  days,  if  any,  beginning  on  the  date  the  application  was  filed 
under  35  U.S.C.  111(b)  and  ending  on  the  date  a  request  in 
compliance  with  §  1.53(c)(3)  to  convert  the  provisional  apph- 
cation  into  a  nonprovisional  application  was  filed; 

(6)  Submission  of  a  preliminary  amendment  or  other  pre- 
liminary paper  less  than  one  month  before  the  mailing  of  an 
Office  action  under  35  U.S.C.  132  or  notice  of  allowance  under 
35  U.S.C.  151  that  requires  the  mailing  of  a  supplemental 
Office  action  or  notice  of  allowance,  in  which  case  the  period 
of  adjustment  set  forth  in  §  1.703  shall  be  reduced  by  the  lesser 
of: 

(i)  The  number  of  days,  if  any,  beginning  on  the  day  after  the 
mailing  date  of  the  original  Office  action  or  notice  of  allowance 
and  ending  on  the  date  of  mailing  of  the  supplemental  Office 
action  or  notice  of  allowance;  or 

(ii)  Four  months; 

(7)  Submission  of  a  reply  having  an  omission  (§  1.135(c)), 
in  which  case  the  period  of  adjustment  set  forth  in  §  1 .703  shall 
be  reduced  by  the  number  of  days,  if  any,  beginning  on  the  day 


after  the  date  the  reply  having  an  omission  was  filed  and 
ending  on  the  date  that  the  reply  or  other  paper  cortecting  the 
omission  was  filed; 

(8)  Submission  of  a  supplemental  reply  or  other  paper,  other 
than  a  supplemental  reply  or  other  paper  expressly  requested 
by  the  examiner,  after  a  reply  has  been  filed,  in  which  case  the 
period  of  adjustment  set  forth  in  §  1.703  shall  be  reduced  by 
the  number  of  days,  if  any,  beginning  on  the  day  after  the  date 
the  initial  reply  was  filed  and  ending  on  the  date  that  the 
supplemental  reply  or  other  such  paper  was  filed; 

(9)  Submission  of  an  amendment  or  other  paper  after  a 
decision  by  the  Board  of  Patent  Appeals  and  Interferences, 
other  than  a  decision  designated  as  containing  a  new  ground  of 
rejection  under  §  1.196(b)  or  statement  under  §  1.196(c),  or  a 
decision  by  a  Federal  court,  less  than  one  month  before  the 
mailing  of  an  Office  action  under  35  U.S.C.  132  or  notice  of 
allowance  under  35  U.S.C.  151  that  requires  the  maihng  of  a 
supplemental  Office  action  or  supplemental  notice  of  allow- 
ance, in  which  case  the  period  of  adjustment  set  forth  in  § 
1 .703  shall  be  reduced  by  the  lesser  of: 

(i)  The  number  of  days,  if  any,  beginning  on  the  day  after  the 
mailing  date  of  the  original  Office  action  or  notice  of  allowance 
and  ending  on  the  mailing  date  of  the  supplemental  Office 
action  or  notice  of  allowance;  or 

(ii)  Four  months; 

(10)  Submission  of  an  amendment  under  §  1.312  or  other 
paper  after  a  notice  of  allowance  has  been  given  or  mailed,  in 
which  case  the  period  of  adjustment  set  forth  in  §  1.703  shall 
be  reduced  by  the  lesser  of: 

(i)  The  number  of  days,  if  any,  beginning  on  the  date  the 
amendment  under  §  1.312  or  other  paper  was  filed  and  ending 
on  the  mailing  date  of  the  Office  action  or  notice  in  response  to 
the  amendment  under  §  1.312  or  such  other  paper;  or 

(ii)  Four  months;  and 

(11)  Further  prosecution  via  a  continuing  application,  in 
which  case  the  period  of  adjustment  set  forth  in  §  1.703  shall 
not  include  any  period  that  is  prior  to  the  actual  filing  date  of 
the  application  that  resulted  in  the  patent. 

(d)  A  paper  containing  only  an  information  disclosure 
statement  in  compliance  with  §§  1.97  and  1.98  will  not  be 
considered  a  failure  to  engage  in  reasonable  efforts  to  conclude 
prosecution  (processing  or  examination)  of  the  application 
under  paragraphs  (c)(6),  (c)(8),  (c)(9),  or  (c)(10)  of  this  section 
if  it  is  accompanied  by  a  statement  that  each  item  of  informa- 
tion contained  in  the  information  disclosure  statement  was 
cited  in  a  communication  from  a  foreign  patent  office  in  a 
counterpart  application  and  that  this  communication  was  not 
received  by  any  individual  designated  in  §  1.56(c)  more  than 
thirty  days  prior  to  the  filing  of  the  information  disclosure 
statement.  This  thirty-day  period  is  not  extendable. 

(e)  Submission  of  an  application  for  patent  term  adjustment 
under  §  1.705(b)  (with  or  without  request  under  §  1.705(c)  for 
reinstatement  of  reduced  patent  term  adjustment)  will  not  be 
considered  a  failure  to  engage  in  reasonable  efforts  to  conclude 
prosecution  (processing  or  examination)  of  the  appUcation 
under  paragraph  (c)(10)  of  this  section. 

1.705  Patent  term  adjustment  determination. 

(a)  The  notice  of  allowance  will  include  notification  of  any 
patent  term  adjustment  under  35  U.S.C.  154(b). 

(b)  Any  request  for  reconsideration  of  the  patent  term 
adjustment  indicated  in  the  notice  of  allowance,  except  as 
provided  in  paragraph  (d)  of  this  section,  and  any  request  for 
reinstatement  of  all  or  part  of  the  term  reduced  pursuant  to  § 
1.704(b)  must  be  by  way  of  an  application  for  patent  term 
adjustment.  An  application  for  patent  term  adjustment  under 
this  section  must  be  filed  no  later  than  the  payment  of  the  issue 
fee  but  may  not  be  filed  earlier  than  the  date  of  mailing  of  the 
notice  of  allowance.  An  apphcation  for  patent  term  adjustment 
under  this  section  must  be  accompanied  by: 

(1)  The  fee  set  forth  in  §  1.18(e);  and 

(2)  A  statement  of  the  facts  involved,  specifying: 

(i)  The  correct  patent  term  adjustment  and  the  basis  or  bases 
under  §  1.702  for  the  adjustment; 

(ii)  The  relevant  dates  as  specified  in  §§  1.703(a)  through  (e) 
for  which  an  adjustment  is  sought  and  the  adjustment  as 
specified  in  §  1.703(f)  to  which  the  patent  is  entitled; 

(iii)  Whether  the  patent  is  subject  to  a  terminal  disclaimer 
and  any  expiration  date  specified  in  the  terminal  disclaimer; 
and 
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(iv)(A)  Any  circumstances  during  the  prosecution  of  the 
application  resulting  in  the  patent  that  constitute  a  failure  to 
engage  in  reasonable  efforts  to  conclude  processing  or  exami- 
nation of  such  apphcation  as  set  forth  in  §  1.704;  or 

(B)  That  there  were  no  circumstances  constituting  a  failure 
to  engage  in  reasonable  efforts  to  conclude  processing  or 
examination  of  such  application  as  set  forth  in  §  1 .704. 

(c)  Any  application  for  patent  term  adjustment  under  this 
section  that  requests  reinstatement  of  all  or  part  of  the  period 
of  adjustment  reduced  pursuant  to  §  1.704(b)  for  failing  to 
reply  to  a  rejection,  objection,  argument,  or  other  request 
within  three  months  of  the  date  of  mailing  of  the  Office 
communication  notifying  the  applicant  of  the  rejection,  objec- 
tion, argument,  or  other  request  must  also  be  accompanied  by: 

(1)  The  fee  set  forth  in  §  1.18(f);  and 

(2)  A  showing  to  the  satisfaction  of  the  Commissioner  that, 
in  spite  of  all  due  care,  the  applicant  was  unable  to  reply  to  the 
rejection,  objection,  argument,  or  other  request  within  three 
months  of  the  date  of  mailing  of  the  Office  communication 
notifying  the  applicant  of  the  rejection,  objection,  argument,  or 
other  request.  The  Office  shall  not  grant  any  request  for 
reinstatement  for  more  than  three  additional  months  for  each 
reply  beyond  three  months  from  the  date  of  mailing  of  the 
Office  communication  notifying  the  applicant  of  the  rejection, 
objection,  argument,  or  other  request. 

(d)  If  the  patent  is  issued  on  a  date  other  than  the  projected 
date  of  issue  and  this  change  necessitates  a  revision  of  the 
patent  term  adjustment  indicated  in  the  notice  of  allowance,  the 
patent  will  indicate  the  revised  patent  term  adjustment.  If  the 
patent  indicates  a  revised  patent  term  adjustment  due  to  the 
patent  being  issued  on  a  date  other  than  the  projected  date  of 
issue,  any  request  for  reconsideration  of  the  patent  term 
adjustment  indicated  in  the  patent  must  be  filed  within  thirty 
days  of  the  date  the  patent  issued  and  must  comply  with  the 
requirements  of  paragraphs  (b)(1)  and  (b)(2)  of  this  section. 

(e)  The  periods  set  forth  in  this  section  are  not  extendable. 

(f)  No  submission  or  petition  on  behalf  of  a  third  party 
concerning  patent  term  adjustment  under  35  U.S.C.  154(b)  will 
be  considered  by  the  Office.  Any  such  submission  or  petition 
will  be  returned  to  the  third  party,  or  otherwise  disposed  of,  at 
the  convenience  of  the  Office. 

62.  A  new,  undesignated  center  heading  is  added  to  Subpart  F 
-  Adjustment  and  Extension  of  Patent  Term  before  §  1.710  to 
read  as  follows: 


EXTENSION  OF  PATENT  TERM  DUE  TO 
REGULATORY  REVIEW 


Sep.  5,  2000 


Q.  TODD  DICKINSON 

Under  Secretary  of  Commerce  for 

Intellectual  Property  and 

Director  of  the 

United  States  Patent 

and  Trademark  Office 
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(133)  Processing  of  Papers  Filed  after 

Allowance  of  an  Application 

In  most  instances  a  patent  application  paper  filed  after 
allowance  will  be  electronically  scanned  in  the  Office  of  Patent 
Publication,  and  the  original  paper  will  be  discarded. 

The  Office  publishes  about  3,400  patents  a  week,  and  on 
average  has  about  40,000  allowed  applications  awaiting  pay- 
ment of  the  issue  fee  and  the  issuance  of  the  patent.  Excluding 
the  issue  fee  transmittal  forms,  the  Office  receives  about  5,000 
pieces  of  mail  a  week  for  these  applications,  some  of  which 
cannot  be  retained  because  it  has  been  irreparably  damaged  by 
irradiation  of  the  mail  by  the  U.  S.  Postal  Service.  As  much  as 
60%  of  the  mail  received  since  mid-October  2001  is  fragile 
and  is  being  scanned  in  the  Office  of  Patent  Publication  upon 
receipt  to  preserve  the  document. 

In  order  to  maximize  processing  efficiency  and  to  have  one 
process  for  almost  all  papers  received  in  the  Office  of  Patent 
Publication,  the  original  papers  will  no  longer  be  retained, 
except  for  all  drawings,  certified  documents  (such  as  priority 
documents  and  oaths),  and  at  least  the  non  patent  references 
included  with  information  disclosure  statements.  For  any  other 


post-allowance  paper,  the  Office  will  scan  the  incoming  paper, 
print  the  scanned  image,  and  match  the  printout  with  the  patent 
apphcation  file. 

The  scanning  of  post-allowance  papers  will  enable  the 
Office  to  reduce  the  processing  time  between  the  receipt  of  the 
post-allowance  paper  and  the  capture  of  the  data  from  that 
paper  for  inclusion  on  the  published  patent,  and  the  electronic 
movement  of  scanned  data  will  enable  the  Office  to  minimize 
the  physical  movement  of  patent  apphcation  files  from  site  to 
site. 

Questions  relating  to  the  receipt  of  post-allowance  corre- 
spondence, including  issue  and  publication  fee  payments,  and 
about  this  notice  in  general,  should  be  directed  to  the  Customer 
Service  Center  of  the  Office  of  Patent  Publication  at  (703) 
305-8283. 


April  1,  2002 


NICHOLAS  P  GODICI 

Commissioner  for  Patents 
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(134)    Payment  of  the  Issue  Fee  and  Filing  Related 
Correspondence  by  Facsimile 

The  United  States  Patent  and  Trademark  Office  (USPTO) 
reminds  patent  applicants  that  37  CFR  1.6(d)  permits  payment 
of  an  issue  fee  and  a  publication  fee  (if  required)  by  facsimile 
transmission.  Applicants  may  pay  the  issue  or  publication  fee 
(or  any  fee)  by  facsimile  transmission  by  submitting  an 
authorization  to  charge  the  fee  to  a  deposit  account  or  an 
authorization  to  charge  the  fee  to  a  credit  card.  If  payment  is 
made  by  an  authorization  to  charge  the  fee  to  a  credit  card,  the 
USPTO  encourages  use  of  form  PTO-2038  (which  will  not  be 
retained  in  the  file  and  will  not  become  open  for  public 
inspection).  Form  PTO-2038  may  be  downloaded  at  http:// 
www.uspto.gov/web/forms/2038.pdf  from  the  USPTO  web- 
site. 

The  applicable  telephone  numbers  for  payment  of  the  issue 
and/or  publication  fee(s)  by  facsimile  transmission  are  as 
follows: 

Fax  number  for  Box  Issue  Fee:  (703)  746-4000 

Telephone  number  to  check  on  receipt  of  fac- 
simile payment  (with  Office  of  Publications): 
(703)  305-8283 

The  issue  fee  (or  any  other  fee)  may  not  be  paid  by  an  oral 
authorization  to:  (1)  charge  the  fee  to  a  credit  card  or  deposit 
account,  or  (2)  re-apply  a  previously-paid  issue  fee  to  a  more 
recently  required  issue  fee.  If  the  issue  fee  was  paid  in  an 
application,  and  the  application  was  later  withdrawn  from 
issue,  applicant  must  still  reply  in  writing  to  the  subsequent 
Notice  of  Allowance  and  Issue  Fee  Due  (or  to  the  Notice  of 
Allowance  and  Fee(s)  Due,  the  current  version  of  the  same 
form),  preferably  with  a  copy  of  the  PTOL-85B  (the  issue  fee 
transmittal  or  fee  transmittal  form). 

Corrected  drawings  are  frequently  submitted  concurrently  with 
the  issue  fee.  To  allow  for  the  submission  of  acceptable 
corrected  drawings  concurrently  with  the  issue  fee  by  facsimile 
transmission,  the  USPTO  is  hereby  sua  sponte  waiving  the 
prohibition  in  37  CFR  1.6(d)(4)  against  the  submission  of 
drawings  by  facsimile  when  drawings  are  facsimile  transmitted 
with  the  issue  fee.  Applicants  should  still  consider  the  type  of 
drawing  in  terms  of  reproducibility  by  the  receiving  facsimile 
machine,  recognizing  that  the  quality  of  the  drawings  may  be 
affected  by  the  transmission  process,  before  deciding  to  trans- 
mit drawings  to  the  USPTO  by  facsimile  transmission.  Should 
the  USPTO  receive  an  unacceptable  reproduction,  apphcants 
will  be  so  informed  and  given  an  opportunity  to  resubmit 
acceptable  corrected  drawings  by  mail. 

One  benefit  of  submitting  payments  of  issue  fees  via  facsimile 
transmission  to  the  above-  identified  number  is  that  an  ac- 
knowledgment confirming  receipt  of  the  transmission  by  the 
USPTO  will  be  automatically  transmitted  back  to  the  facsimile 
number  in  the  sender's  facsimile  identification  programmed 
into  the  sender's  facsimile  machine.  The  USPTO' s  facsimile 
server  can  only  be  programmed  to  obtain  a  telephone  number 
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from  the  sending  machine  facsimile  ID.  Accordingly,  appli- 
cants are  advised  to  ensure  that  their  facsimile  machines  or 
software  are  configured  to  transmit  accurate  ID  data  including 
their  correct  facsimile  telephone  number.  The  automatic  trans- 
mission of  a  receipt  will  be  attempted  promptly  after  the 
facsimile  transmission  is  received.  Five  attempts  will  be  made, 
at  five-minute  intervals,  to  transmit  the  receipt  if  the  line  is 
busy  or  if  there  is  no  answer.  The  receipt  will  indicate  the  date 
and  time  of  receipt  at  the  USPTO  of  each  facsimile  transmis- 
sion, the  number  of  pages  received,  and  a  reduced- size  image 
of  the  first  page.  If  an  incorrect  facsimile  telephone  number  is 
provided  in  the  facsimile  ID  or  a  facsimile  connection  cannot 
be  estabhshed,  no  receipt  will  be  sent.  Because  the  receipts  are 
automatically  generated  by  the  USPTO' s  software,  the  USPTO 
is  unable  to  provide  replacement  receipts. 

The  payment  of  the  issue  fee  should  be  processed  in  the 
USPTO  Revenue  Accounting  Management  (RAM)  system 
within  one  business  day.  Currently,  when  an  issue  fee  is 
processed  in  RAM  for  an  application  in  which  payment  of  the 
issue  fee  is  appropriate,  an  "IFEE"  contents  entiy  is  created  in 
the  Patent  Application  Location  Monitoring  (PALM)  system's 
records  for  that  application.  Later,  when  the  fax  is  entered  into 
the  patent  application  file,  a  corresponding  contents  entry 
(N084)  wiU  be  recorded  in  PALM.  PALM  is  a  USPTO 
computer  records  system  that  lists  the  status  and  contents  of 
each  patent  application.  Status  and  contents  information  for 
patent  applications  in  PALM,  while  kept  confidential  by  the 
USPTO,  are  available  to  appUcants  and  their  representatives 
via  the  Internet  and  the  private  side  of  the  Patent  Application 
Information  Retrieval  system  (PAIR).  Thus,  the  private  side  of 
PAIR  can  be  used  to  determine  if  an  issue  fee  has  been 
received  and  if  a  fee  transmittal  form  (PTOL-85B)  (or  any 
paper)  has  been  entered  into  the  application  file.  Note:  the 
public  side  of  PAIR  provides  access  to  the  public  to  such 
information  only  after  an  apphcation  has  been  published  or 
patented.  Enrollment  information  and  downloadable  software 
for  PAIR  can  be  found  on  the  USPTO' s  web  site  at  http:// 
www.uspto.gov/ebc. 

Notwithstanding  this  notice,  applicants  may  continue  to  submit 
the  issue  fee  and  the  publication  fee,  if  required,  using  the 
certificate  of  mailing  procedure  set  forth  in  37  CFR  1.8  or 
Express  Mail  procedure  set  forth  in  37  CFR  1.10. 

Questions  related  to  the  receipt  of  issue  and  publication  fee 
payments  should  be  directed  to  the  Customer  Service 
Center  of  the  OfiBce  of  Publications  by  telephone  at  (703) 
305-8283.  Questions  of  a  legal  nature  may  be  directed  to 
Eugenia  Jones  (by  phone  (703)  306-5586  or  by  e-mail  to 
eugenia.jones@uspto.gov)  or  Hiram  Bernstein  (by  phone  (703) 
305-8713  or  by  e-mail  to  hiram.bemstein@uspto.gov),  Senior 
Legal  Advisors,  Office  of  Patent  Legal  Administration. 


December  20,  2001 


ROBERT  SPAR  for 

STEPHEN  G.  KUNIN 

Deputy  Commissioner  for  Patent 
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Revision  of  the  Notice  of  Allowance  Form 


The  Notice  of  Allowance  and  Issue  Fee  Due  form  (PTOL- 
85)  has  been  revised,  and  the  revised  form  is  entitled  "Notice 
of  Allowance  and  Fee(s)  Due"  (PTOL-85).  Revision  of  the 
form  was  necessary  to  include  the  amount  of  any  required 
publication  fee,  as  provided  in  37  CFR  1.211(e)  and  1.311,  and 
to  more  clearly  communicate  the  amount  of  any  patent  term 
extension  or  adjustment  earned  under  35  U.S.C.  §  154(b). 

Beginning  in  November  of  2001,  the  revised  PTOL-85  form 
will  be  mailed  when  an  apphcation  is  allowed.  Although  the 
new  form  for  a  Notice  of  Allowance  is  already  being  mailed  in 
any  application  with  a  positive  patent  term  adjustment  {see  35 
U.S.C.  §  154(b),  effective  May  29,  2000)  when  the  application 
is  allowed,  the  new  form  is  currently  being  mailed  only  to 
communicate  patent  term  adjustment  and  does  not  include  any 
pubhcation  fee  that  may  be  required.  In  the  interim  a  separate 
"Notice  of  Publication  Fee  Due"  is  being  mailed.  See  Interim 


Practice  of  Mailing  a  Notice  of  Publication  Fee  Due  Separate 
From  the  Notice  of  Allowance,  1248  Off.  Gaz.  Pat.  Office  166 
(July  31,  2001). 

As  revised,  the  PTOL-85  form  is  three  pages  long,  with  all 
three  pages  being  mailed  to  applicant  and  a  duphcate  being 
retained  in  the  apphcation  file.  Pages  1  and  2  of  the  revised 
form  now  include  an  indication  that  the  publication  fee  is  due, 
if  the  application  was  subject  to  publication  and  the  pubhcation 
fee  has  not  aheady  been  paid.  The  second  page  (Part  B)  of  the 
revised  form  (the  PTOL-85B)  should  be  returned  to  the  Office 
with  payment  of  the  issue  fee.  The  PTOL-85B  is  labeled 
"TRANSMIT  THIS  FORM  WITH  FEE(S)"  at  the  bottom. 
Applicants  are  reminded  to  transmit  an  extra  copy  of  the 
PTOL-85B  when  payment  of  the  issue  fee  is  by  way  of 
authorization  to  debit  a  Deposit  Account,  so  that  the  Office 
does  not  need  to  make  a  photocopy.  See  Manual  of  Patent 
Examining  Procedure,  Section  509.01. 

There  are  three  versions  of  page  three  of  the  revised 
PTOL-85  form,  depending  upon  the  fihng  date  of  the  applica- 
tion. 

(1)  For  applications  filed  before  June  8,  1995,  page  three 
will  state  that  "This  apphcation  was  filed  prior  to  June  8,  1995, 
thus  no  Patent  Term  Extension  or  Adjustment  is  applicable 
under  35  U.S.C.  §  154(b)."  Utility  and  Plant  appUcations  filed 
before  June  8,  1995  are  eligible  for  a  17  year  term  and  thus  are 
not  eligible  for  patent  term  extension  or  adjustment  under  35 
U.S.C.  §  154(b). 

(2)  For  appUcations  filed  on  or  after  June  8,  1995  and  before 
May  29,  2000,  page  three  will  state  that  "The  patent  term 

extension  is  days.  Any  patent  to  issue  from  the  above 

identified  application  will  include  an  indication  of  the day 

extension  on  the  front  page.  If  a  continued  prosecution 
application  (CPA)  was  filed  in  the  above-identified  apphcation, 
the  filing  date  that  determines  patent  term  extension  is  the 
filing  date  of  the  most  recent  CPA."  UtiUty  and  plant  apphca- 
tions  filed  on  or  after  June  8,  1995  and  before  May  29,  2000 
may  be  eligible  for  patent  term  extension.  See  35  U.S.C.  § 
154(b),  effective  June  8,  1995,  and  37  CFR  1.701. 

(3)  For  appUcations  filed  on  or  after  May  29,  2000,  page 

three  will  state  that:  "The  patent  term  adjustment  to  date  is 

days.  If  the  issue  fee  is  paid  on  a  date  that  is  three  months  after 
the  mailing  date  of  this  notice,  and  the  patent  issues  on  the 
Tuesday  before  the  date  that  is  28  weeks  (six  and  a  half 
months)  after  the  mailing  date  of  this  notice,  the  term  adjust- 
ment will  be days.  If  a  continued  prosecution  application 

(CPA)  was  filed  in  the  above-identified  application,  the  fihng 
date  that  determines  patent  term  extension  is  the  filing  date  of 
the  most  recent  CPA."  Utility  and  plant  applications  filed  on  or 
after  May  29,  2000  may  be  eligible  for  patent  term  adjustment. 
See  35  U.S.C.§  154(b),  effective  May  29,  2000,  and  37  CFR 
1.702-1.705,  especially  37  CFR  1.705(a). 

Sample  copies  of  three  different  versions  of  the  Notice  of 
Allowance  and  Fee(s)  Due  form  (PTOL-85)  are  posted  at: 
http://www.uspto.gov/web/offices/pac/dapp/oplaypreognotice/ 
revptol85.htm. 

For  more  information  see  the  many  questions  and  answers 
about  eighteen  month  publication,  publication  fees,  and  patent 
term  adjustment  posted  on  the  USPTO 's  Internet  Web  site  at 
http://www.uspto.gov/web/offices/dcom/oUa/aipa/infoex- 
ch.htm. 

Specific  questions  concerning  publication  of  patent  applica- 
tions, or  pubUcation  or  issue  fees,  including  any  questions 
about  the  PTOL-85,  should  be  directed  to  the  Customer 
Service  Center,  Office  of  Patent  PubUcation,  by  telephone  at 
(703)  308-6789  or  1-888-786-0101,  or  by  facsimile  at  (703) 
305-5065.  Questions  regarding  patent  term  extension  or  ad- 
justment should  be  directed  to  Kery  Fries  or  Mark  Polutta, 
Legal  Advisors  with  the  Office  of  Patent  Legal  Administration. 
Kery  Fries  can  be  reached  by  e-mail  at  Kery.Fries@uspto.gov 
and  by  telephone  at  (703)308-0687.  Mark  Polutta  can  be 
reached  at  Mark.Polutta@uspto.gov  and  by  telephone  at 
(703)308-8122. 


October  15,  2001 


STEPHEN  G.  KUNIN 

Deputy  Commissioner  for  Patent 

Examination  Policy 
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Time  Period  for  Paying 

Publication  Fee  if  a 

Request  for  Continued 

Examination  is  Filed  After  a 

Notice  of  Allowance  is  Mailed 


The  United  States  Patent  and  Trademark  Office  (USPTO) 
hereby  provides  notice  that  in  the  situation  in  which  an 
applicant  files  a  request  for  continued  examination  (RCE)  after 
a  Notice  of  Allowance  is  mailed  (but  before  the  publication  fee 
is  due),  the  USPTO  will  suspend  the  due  date  for  the 
publication  fee  until  three  months  from  the  mail  date  of  the 
new  Notice  of  Allowance  for  the  application  (if  and  when  a 
new  Notice  of  Allowance  is  mailed). 


The  USPTO  has  indicated  that  if  an  application  is  subject  to 
publication  under  37  CFR  1.211  (eighteen-month  publication), 
the  Notice  of  Allowance  will  require  both  the  issue  fee  and  the 
publication  fee.  See  37  CFR  1.211(e).  The  USPTO  is  in  the 
process  of  revising  the  Notice  of  Allowance  to  add  the 
publication  fee  requirement.  Until  a  revised  Notice  of  Allow- 
ance is  available,  the  USPTO  is  separately  mailing  a  Notice  of 
PubUcation  Fee  Due  after  a  Notice  of  Allowance  has  been 
mailed  in  any  application  subject  to  publication  under  37  CFR 
1.211. 


The  USPTO  has  also  indicated  that  if  an  applicant  files  a 
request  for  continued  examination  (RCE)  in  compliance  with 
37  CFR  1.114  after  a  Notice  of  Allowance  is  mailed,  but  before 
the  issue  fee  is  due,  the  applicant  is  not  required  to  pay  the 
issue  fee.  See  Request  for  Continued  Examination  Practice  and 
Changes  to  Provisional  Application  Practice.  65  Fed.  Reg. 
50091,  50097  (Aug.  16,  2000),  1238  Off.  Gaz.  Pat.  Office  13, 
18  (Sept.  5,  2000).  This  has  resulted  in  some  confusion  as  to 
whether  the  publication  fee  must  be  timely  paid  to  avoid 
abandonment  in  the  situation  in  which  an  RCE  is  filed  after  a 
Notice  of  Allowance  (or  Notice  of  Publication  Fee  Due)  is 
mailed. 


Section  4506  of  the  American  Inventors  Protection  Act  of 
1999  provides  that  the  Office  shall  recover  the  cost  of  early 
publication  required  by  35  U.S.C.  §  122(b)  by  charging  a 
separate  publication  fee  after  a  Notice  of  Allowance  is  given 
under  35  U.S.C.  §  151.  See  Pub.  L.  106-113,  113  Stat.  1501, 
1501A-565  (1999).  While  the  USPTO  plans  to  charge  the  issue 
fee  and  the  publication  fee  together  in  the  Notice  of  Allowance, 
the  requirement  to  pay  the  publication  fee  is  otherwise  unre- 
lated to  the  requirement  to  pay  the  issue  fee.  Thus,  filing  an 
RCE  after  a  Notice  of  Allowance  is  mailed  (but  before  the 
issue  fee  is  due)  does  not  mean  that  the  applicant  is  no  longer 
required  to  pay  the  publication  fee. 


Nevertheless,  the  USPTO  wishes  to  avoid  confusion  as  to 
when  the  publication  fee  is  due  in  the  situation  in  which  an 
applicant  files  an  RCE  after  a  Notice  of  Allowance  is  mailed 
(but  before  the  publication  fee  is  due).  Therefore,  the  USPTO 
hereby  sua  sponte  suspends  and  resets  the  time  period  set  in  the 
Notice  of  Allowance  (or  Notice  of  Publication  Fee  Due)  for 
payment  of  the  publication  fee  in  the  situation  in  which  an 
applicant  files  an  RCE  in  compliance  with  37  CFR  1.114  after 
a  Notice  of  Allowance  (or  Notice  of  Publication  Fee  Due)  has 
been  mailed  (but  before  the  publication  fee  is  due).  The  reset 
period  will  be  set  forth  in  a  new  Notice  of  Allowance  (or  new 
Notice  of  Publication  Fee  Due),  if  and  when  a  new  Notice  of 
Allowance  is  mailed.  Thus,  the  publication  fee  will  be  due 
three  months  from  the  mail  date  of  the  new  Notice  of 
Allowance  (or  new  Notice  of  Publication  Fee  Due). 


Questions  concerning  this  notice  should  be  directed  to  Joni 
Chang  at  (703)-308-3858  (orjoni.chang@uspto.gov)  or  Robert 
Clarke  at  (703)-305-9177  (or  robert.clarke@uspto.gov). 


July  20,  2001 


STEPHEN  G.  KUNIN 

Deputy  Commissioner  for 
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(137)  Filing  of  Continuing  Applications, 

Amendments,  or  Petitions  after 
Payment  of  Issue  Fee 

The  Patent  and  Trademark  Office  (PTO)  is  changing  its 
patent  pubUcation  process  such  that  by  July  of  1999  the  PTO 
will  publish  utility  patents  within  four  weeks  of  payment  of  the 
issue  fee.  See  Patents  to  Issue  More  Quickly  After  Issue  Fee 
Payment,  1220  Off  Gaz.  Pat.  Office  Al  (March  9,  1999).  This 
change  will  impact  the  timing  of  the  filing  of  continuing 
applications  under  37  CFR  1.53(b).  It  will  also  impact  the 
PTO's  ability  to  consider  petitions  to  accept  late  priority  papers 
under  37  CFR  1.55(a),  amendments  filed  under  37  CFR  1.312, 
petitions  to  withdraw  an  application  from  issue  under  37  CFR 
1.313(b),  and  petitions  to  issue  a  patent  to  the  assignee  under 
37  CFR  3.81  (b)  (assignment  filed  after  issue  fee  payment). 

The  PTO  does  not  currently  plan  to  include  design  and  plant 
patents  in  the  new  publication  process,  but  the  PTO  envisions 
such  patents  also  being  printed  much  more  quickly  later  in  the 
year. 

Change   to   "Issue   Notification"   procedure:   The  PTO 

currently  mails  an  Issue  Notification,  which  advises  the  appli- 
cant of  the  projected  patent  number  and  issue  date,  approxi- 
mately four  weeks  before  an  application  is  expected  to  issue  as 
a  patent. 

In  order  to  improve  the  accuracy  of  the  patent  number  and 
issue  date  indicated  on  the  Issue  Notification  under  the  new 
publication  process,  a  patent  number  and  issue  date  will  not  be 
assigned  to  an  application  and  an  Issue  Notification  will  not  be 
mailed  until  the  issue  fee  has  been  paid  and  processed  by  the 
PTO.  For  an  application  including  formal  drawings,  the  PTO 
will  usually  process  the  issue  fee  about  two  weeks  after 
payment.  Since  the  PTO  will  be  publishing  patents  within  four 
weeks  of  payment  of  the  issue  fee  under  the  new  publication 
process,  the  Issue  Notification  will  be  received  by  applicant 
less  than  two  weeks  before  the  application  is  expected  to  issue 
as  a  patent. 

Filing  continuing  applications:  Since  a  continuing  appli- 
cation (a  continuation,  divisional,  or  continuation-in-part)  may 
be  filed  anytime  before  an  application  is  patented  or  aban- 
doned, applicants  will  often  wait  for  the  Issue  Notification 
before  filing  such  a  continuing  application.  Therefore,  the  PTO 
strongly  advises  applicants  not  to  wait  for  receipt  of  an  Issue 
Notification  before  filing  any  desired  continuing  application. 
This  is  because  applicants  will  now  receive  the  Issue  Notifi- 
cation just  shortly  before  the  application  will  issue  as  patent 
(when  it  may  be  too  late  to  prepare  and  file  a  continuing 
application).  Applicants  are  reminded  that:  (1)  the  requirement 
that  there  be  copendency  for  an  application  to  obtain  any 
benefit  of  the  filing  date  of  the  prior  application  is  a  statutory 
requirement  (35  U.S.C.  §  120)  which  the  PTO  cannot  waive; 
and  (2)  the  patent  statute  contains  no  provisions  for  restoring  a 
patented  application  (unhke  an  abandoned  application)  to 
pending  status. 

The  PTO  specifically  advises  practitioners  to  be  prepared  to 
file  any  desired  application  preferably  no  later  than  the  date  the 
issue  fee  is  paid,  to  avoid  issuance  of  the  application  before  the 
continuing  application  is  filed.  Obviously,  if  the  appUcation  is 
to  be  issued  as  a  patent,  any  continuing  application  must  be 
filed  under  37  CFR  1.53(b),  and  not  as  a  continued  prosecution 
application  (CPA)  under  37  CFR  1.53(d). 

Petitions  and  amendments  submitted  after  payment  of 
the  issue  fee:  Since  the  PTO  anticipates  that  an  application 
will  issue  as  a  patent  approximately  four  weeks  after  the  date 
the  issue  fee  is  paid  (assuming  there  are  no  other  outstanding 
requirements),  there  is  little,  if  any,  time  for  consideration  of 
amendments  or  petitions  filed  after  payment  of  the  issue  fee. 
Thus,  the  PTO  encourages  applicants  to  file  any  necessary 
amendments,  assignments,  petitions  or  other  papers  well  prior 
to  the  date  of  issue  fee  payment,  preferably  shortly  after  the 
mailing  of  the  notice  of  allowance.  Amendments,  assignments, 
petitions  or  other  papers  filed  after  mailing  of  the  notice  of 
allowance  (except  for  petitions  under  37  CFR  1.313(b))  should 
be  addressed  to  Box  Issue  Fee,  Assistant  Commissioner  for 
Patents,  Washington,  D.C.  20231.  The  PTO  cannot  ensure  that 
any  paper  filed  after  payment  of  the  issue  fee  will  reach  the 
appropriate  PTO  official  for  consideration  before  the  date  the 
application  issues  as  a  patent. 


March  2,  2004 
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Withdrawal  from  issue:  In  the  event  that  it  is  necessary  to 
file  a  petition  under  37  CFR  1.313  (b)  to  withdraw  an 
application  from  issue  after  payment  of  the  issue  fee,  the  PTO 
strongly  recommends  that  the  petition  be  clearly  marked 
"Petition  under  37  CFR  1.313(b)"  and  be  either: 

(1)  Submitted  by  facsimile  to  (703)  308-6916;  or 

(2)  Hand-carried  to  the  Office  of  Petitions. 

Otherwise,  it  is  quite  possible  that  the  petition  will  not  be 
brought  before  the  appropriate  deciding  official  before  the  date 
the  application  issues  as  a  patent. 

The  most  common  petition  under  37  CFR  1.313(b)  is  a 
petition  under  37  CFR  1.313(b)(5)  to  withdraw  an  application 
from  issue  for  abandonment  in  favor  of  a  continuing  applica- 
tion to  permit  consideration  of  an  information  disclosure 
statement  (IDS)  in  the  continuing  application.  In  this  event, 
applicants  are  encouraged  to  file  the  petition  under  37  CFR 
1.313(b)(5)  with  a  continued  prosecution  application  (CPA) 
under  37  CFR  1.53  (d)  by  facsimile  to  (703)  308-6916.  The 
petition  need  not  be  accompanied  by  the  IDS  (if  the  size  of  the 
IDS  makes  its  submission  by  facsimile  impracticable),  but  the 
petition  should  indicate  that  an  IDS  will  be  filed  in  the  CPA  if 
an  IDS  does  not  accompany  the  petition  under  37  CFR 
1.313(b)(5). 

Inquiries  concerning  this  notice  should  be  directed  to  the 
Office  of  Petitions  Staff  at  (703)  305-9282. 

STEPHEN  G.  KUNIN 

Deputy  Assistant  Commissioner 

for  Patent  Policy  and  Projects 
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Change  to  "Issue  Notification"  Procedure 


The  "Issue  Notification"  informs  applicants  of  the  patent 
number  and  issue  date  that  has  been  assigned  to  a  utility, 
design,  plant,  or  reissue  application.  The  "Issue  Notification"  is 
now  being  mailed  about  10  days  before  an  application  issues 
as  a  patent. 

The  process  of  printing  patents  has  recently  been  changed  so 
that  patents  are  printed  more  efficiently  with  patents  being 
issued  four  weeks  after  payment  of  the  issue  fee  and  compli- 
ance with  all  formal  requiremenys.  See  Patents  to  Issue  More 
Quickly  After  Issue  Fee  Payment,  1220  Off  Gaz.  Pat.  Office  42 
(March  9,  1999)  and  Filing  of  Continuing  Applications, 
Amendments,  or  Petitions  after  Payment  of  Issue  Fee,  1221 
Off.  Gaz.  Pat.  Office  14  (April  6,  1999).  In  the  past,  the  patent 
number  and  issue  date  were  assigned  before  the  process  of 
electronic  capture  of  the  information  to  be  printed  as  a  patent 
began.  If,  during  the  electronic  capture  process,  illegible  text, 
undecided  petitions,  unentered  amendments  or  the  patent 
application  was  otherwise  not  ready  to  be  printed  as  a  patent, 
a  printer  query  would  be  generated.  Since  printer  queries  could 
not  always  be  resolved  before  the  originally  scheduled  issue 
date,  the  applications  had  to  be  removed  from  the  originally 
scheduled  issue,  and  assigned  another  patent  number  and  issue 
date  once  the  query  had  been  resolved.  This  process  of 
assigning  a  new  patent  number  and  issue  date  was  inefficient. 

Under  the  new  shortened  publication  process,  however, 
electronic  capture  of  the  information  to  be  printed  in  a  patent 
begins  as  soon  as  an  allowed  application  is  received  in  Office 
of  Patent  Publication,  which  is  well  before  the  issue  fee  is  paid. 
As  a  result,  when  the  issue  fee  is  paid  and  processed  by  the 
Patent  and  Trademark  Office  (PTO),  electronic  capture  of  the 
data  to  print  the  application  as  a  patent  should  have  been 
completed  and  any  queries  addressed.  Thus,  under  the  new 
process,  the  patent  number  and  issue  date  are  assigned  to  the 
application  approximately  two  weeks  prior  to  the  issue  date, 
with  the  notification  being  mailed  a  few  days  later.  The 
instances  of  an  "Issue  Notification"  being  mailed  and  a  patent 
not  issuing  on  the  scheduled  issue  date  should  be  extremely 
rare. 


As  a  result  of  the  new  process,  the  PTO  will  be  unable  to 
grant  a  request  for  an  earlier  assignment  of  a  patent  number 
and  issue  date  or  to  inform  applicants  of  the  patent  number 
earlier  than  the  mailing  of  the  "Issue  Notification". 

If  there  are  any  questions  or  comments  about  this  change  in 
practice,  they  should  be  forwarded  to  Brian  Johnson,  Supervi- 
sory Patent  Examiner,  Systems  and  Contracts  Division,  Office 
of  Patent  Publication,  by  facsimile  at  (703)  305-4372,  by 
telephone  at  (703)  305-0899,  or  by  e-mail  at 
brianl.johnson@uspto.gov  or  Kama  Cooper,  Paralegal  Special- 
ist, Office  of  Patent  Publication,  by  facsimile  at  (703)  305- 
4372,  by  telephone  at  (703)  305-5254,  or  by  e-mail  at 
kama.cooper@uspto.gov. 


April  28,  1999 


NICHOLAS  P  GODICI 

Acting  Assistant  Commissioner 
for  Patents 
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Discontinuance  of  Attestation  of 

Signature  of  Director  on 

Patents  and  Certificates  of  Correction 


Pursuant  to  the  Intellectual  Property  and  High  Technology 
Technical  Amendments  Act  of  2002  (Public  Law  107-273),  35 
U.S.C.  153  has  been  amended  to  remove  the  requirement  for 
the  signature  of  the  Director  to  be  attested  by  an  officer  of  the 
United  States  Patent  and  Trademark  Office. 

The  Office  expects  that  covers  for  patent  grants  and  Certifi- 
cates of  Correction  issued  on  or  after  the  publication  date  of 
this  Notice  (December  3,  2002)  will  not  have  an  attestation  of 
the  Director's  signature. 

Questions  conceming  this  notice  should  be  directed  to 
Customer  Service  Center,  Office  of  Patent  Publication,  by 
telephone  at  (703)  305-6789  or  (1-888)  786-0101,  by  facsimile 
at  (703)  305-5065,  or  by  e-mail  at 
pubscustomerservice  @  uspto.gov. 

STEPHEN  G.  KUNIN 

Deputy  Commissioner  for 

Patent  Examination  Policy 

[1265  OG  17] 


^  Expedited  Issuance  of 

Certificates  of  Correction 
When  the  Error  is  Attributable  to  the 
United  States  Patent  and  Trademark  OfBce 

In  an  effort  to  reduce  the  overall  time  required  in  processing 
and  granting  Certificate  of  Correction  requests,  the  United 
States  Patent  and  Trademark  Office,  effective  immediately,  will 
expedite  processing  and  granting  of  patentees'  requests  where 
the  request  is  accompanied  by  paperwork  which  substantiates 
that  the  error  incurred  is  attributable  solely  to  the  United  States 
Patent  and  Trademark  Office  (i.e.,  requests  filed  pursuant  to  37 
CFR  1.322). 

The  following  requirements  must  be  met  for  consideration 
of  expedited  issuance  of  Certificates  of  Correction: 

As  is  currently  practiced,  patentees,  or  their  attorneys  or 
agents,  will  submit  the  text  of  the  correction  on  a  Certificate  of 
Correction  form,  PTO/SB/44  (also  referred  to  as  PTO  1050). 
See  MPEP  §  1485.  Submission  of  this  form  in  duplicate  is  not 
necessary.  The  location  of  the  error  in  the  printed  patent  should 
be  identified  on  form  PTO/SB/44  by  column  and  line  number 
or  claim  and  line  number,  as  directed  in  the  Manual  of  Patent 
Examining  Procedure  (MPEP).  See  MPEP  §  1480.  Other 
suggested  elements  of  format  are  discussed  in  Section  1485  of 
the  MPEP,  entitled  "Handling  of  Request  for  Certificate  of 
Correction"  and  patentees  are  urged  to  comply  with  these 
recommendations.  See  MPEP  §  1485. 
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If  such  a  request  for  correction  was  incurred  through  the 
fault  of  the  United  States  Patent  and  Trademark  Office  (Office), 
and  is  clearly  disclosed  in  the  records  of  the  Office,  and  is 
accompanied  by  documentation  that  unequivocally  supports 
the  patentee's  assertion(s),  a  Certificate  of  Correction  will  be 
expeditiously  issued.  Such  supporting  documentation  can  con- 
sist of  relevant  photocopied  receipts,  manuscript  pages,  corre- 
spondence dated  and  received  by  the  Office,  photocopies  of 
Examiners'  responses  regarding  entry  of  amendments,  or  any 
other  validation  that  supports  the  patentee's  request  so  that  the 
request  can  be  processed  without  the  patent  file. 

Where  only  part  of  a  request  can  be  approved,  the  appro- 
priate modifications  are  made  on  the  form  PTO/SB/44  and  the 
patentee  is  notified  by  mail.  Further  consideration  can  be  given 
to  initially  rejected  requests  upon  a  request  for  reconsideration. 
In  this  instance,  however,  or  in  the  case  where  it  is  determined 
that  the  Office  was  not  responsible  for  the  error(s)  cited  by  the 
patentee,  although  the  Office  will  make  every  effort  to  process 
the  request  expeditiously,  accelerated  issuance  of  Certificates 
of  Correction  cannot  be  anticipated. 

Issuance  of  a  Certificate  of  Correction  by  the  Office  contin- 
ues to  be  discretionary.  See  35  U.S.C.  §§  254,  255  ("Director 
may  issue  a  certificate  of  correction  .  .  .").  Patentees  are 
reminded  that  where  errors  are  of  a  minor  typographical  nature 
or  are  readily  apparent  to  one  skilled  in  the  art,  a  letter  making 
the  error(s)  of  record  can  be  submitted  in  lieu  of  a  request  for 
a  Certificate  of  Correction.  See  MPEP  §  1480  (".  .  .  the  Office 
may  decline  to  issue  a  certificate  and  merely  place  the 
correspondence  in  the  patented  file,  where  it  serves  to  call 
attention  to  the  matter  in  case  any  question  as  to  it  subse- 
quently arises.").  There  is  no  fee  for  such  a  letter. 

A  request  for  a  Certificate  of  Correction  should  be  addressed 
to  the  attention  of  the  Certificate  of  Correction  Branch, 
Commissioner  for  Patents,  Washington,  DC  20231. 

Questions  concerning  this  notice  should  be  directed  to  Janet 
Higgins,  by  telephone  at  (703)  308-6187,  or  by  facsimile  to 
(703)  305-4372,  or  via  e-mail  to  janet.higgins@uspto.gov. 


August  21,  20002 


STEPHEN  G.  KUNIN 

Deputy  Commissioner  for 

Patent  Examination  Policy 
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(141)      Using  Certificate  of  Correction  to  Perfect 
Claim  for  Priority  Under  35  USC  119 

Under  35  USC  119,  an  applicant  may  assert  a  right  of 
priority  and  claim  the  benefit  of  an  earlier  filing  date  in  a 
foreign  country.  In  this  regard,  35  USC  119  states: 

No  application  for  patent  shall  be  entitled  to  this  right  or 
priority  unless  a  claim  therefor  and  a  certified  copy  of  the 
original  foreign  application,  specification  and  drawings 
upon  which  it  is  based  are  filed  in  the  Patent  and 
Trademark  Office  before  the  patent  is  granted.  .  .  . 

The  failure  to  perfect  a  claim  to  foreign  priority  benefits 
prior  to  issuance  of  the  patent  may  be  cured  by  filing  a  reissue 
application;  Brenner  v.  State  of  Israel,158  USPQ  584  (CA  DC 
1968). 

However,  under  certain  conditions,  this  failure  may  also  be 
cured  by  filing  a  Certificate  of  Correction  request  under  35 
USC  255  and  37  CFR  1.323.  For  example,  in  the  case  of  In  re 
Van  Esdonk,  187  USPQ  671  (Comr.  1975),  the  Commissioner 
granted  a  request  to  issue  a  Certificate  of  Correction  in  order  to 
perfect  a  claim  to  foreign  priority  benefits.  In  that  case,  a  claim 
to  foreign  priority  benefits  had  not  been  filed  in  the  application 
prior  to  issuance  of  the  patent.  However,  the  application  was  a 
continuation  of  an  earlier  application  in  which  the  require- 
ments of  35  USC  119  had  been  satisfied.  Accordingly,  the 
Commissioner  held  that  the  "applicants'  perfection  of  a  prior- 
ity claim  under  35  USC  119  in  the  parent  application  will 
satisfy  the  statute  with  respect  to  their  continuation  applica- 
tion." 


Although  In  re  Van  Esdonk  involved  the  patent  of  a 
continuation  application  filed  under  37  CFR  1.60,  it  is  proper 
to  apply  the  holding  of  that  case  in  similar  factual  circum- 
stances to  any  patented  application  having  benefits  under  35 
USC  120.  This  is  primarily  because  a  claim  to  foreign  priority 
benefits  in  a  continuing  application,  where  the  claim  has  been 
perfected  in  the  parent  application,  constitutes  in  essence  a 
mere  affirmation  of  the  applicant's  previously  expressed  desire 
to  receive  benefits  under  35  USC  119  for  subject  matter 
common  to  the  foreign,  parent,  and  continuing  applications. 

In  summary,  a  Certificate  of  Correction  under  35  USC  255 
and  37  CFR  1.323  may  be  requested  and  issued  in  order  to 
perfect  a  claim  to  foreign  priority  benefits  in  a  patented 
continuing  application  if  the  requirements  of  35  USC  119  had 
been  satisfied  in  the  parent  application  prior  to  issuance  of  the 
patent  and  the  requirements  of  37  CFR  1.55(a)  are  met. 

However,  a  claim  to  foreign  priority  benefits  cannot  be 
perfected  via  a  Certificate  of  Correction  if  the  requirements  of 
35  USC  119  had  not  been  satisfied  in  the  patented  application, 
or  its  parent,  prior  to  issuance  and  the  requirements  37  CFR 
155(a)  are  not  met.  In  this  latter  circumstance,  the  claim  to 
foreign  priority  benefits  can  be  perfected  only  by  way  of  a 
reissue  application  in  accordance  with  the  rationale  set  forth  in 
Brenner  v.  State  of  Israel,  supra. 


July  25,  1986 


RENE  D.  TEGTMEYER 

Assistant  Commissioner  for  Patents 
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(142)  Electronic  Publication  of 

Certificates  of  Correction  on  the 

United  States  Patent  and  Trademark  OfiBce 

Web  Site  with  Later  Listing  in  the  OfBcial  Gazette 

Beginning  in  September  of  2001,  pursuant  to  35  U.S.C.  §s 
10(a),  254,  and  255,  and  37  CFR  1.322  and  1.323,  the  United 
States  Patent  and  Trademark  Office  (USPTO)  will  begin  to 
publish  on  the  USPTO  web  site  at  http://www.uspto.gov/web/ 
patents/certofcorrect  a  listing  by  patent  number  of  the  patents 
for  which  certificates  of  correction  are  being  issued. 

The  USPTO  is  now  automating  the  publication  process  for 
certificates  of  correction.  This  new  process  will  result  in 
certificates  of  correction  being  published  quicker  electronically 
on  the  USPTO 's  web  site  as  compared  to  their  paper  publica- 
tion and  the  listing  of  the  certificates  of  correction  in  the 
Official  Gazette  of  the  U.S.  Patent  and  Trademark  Office — 
Patents  (Official  Gazette).  Under  the  newly  automated  process, 
each  issue  of  certificates  of  correction  will  be  electronically 
published  on  the  USPTO  web  site  at  http://www.uspto.gov/ 
web/patents/certofcorrect,  and  will  also  subsequently  be  listed 
in  the  Official  Gazette  (and  in  the  Official  Gazette  Notices 
posted  at  http://www.uspto.gov/web/offices/com/sol/og)  ap- 
proximately three  weeks  thereafter.  The  listing  of  certificates 
of  correction  in  the  Official  Gazette  will  include  the  certifi- 
cate's date  of  issuance. 

On  the  date  on  which  the  listing  of  certificates  of  correction 
is  electronically  published  on  the  USPTO  web  site:  (1)  the 
certificate  of  correction  will  be  entered  into  the  file  wrapper  of 
the  patent  and  will  be  available  to  the  public;  (2)  a  printed  copy 
of  the  certificate  of  correction  will  be  mailed  to  the  patentee  or 
the  patent's  assignee;  and  (3)  an  image  of  the  printed  certificate 
of  correction  will  be  added  to  the  image  of  the  patent  on  the 
patent  database  at  http://www.uspto.gov/patft.  Dissemination 
of  all  other  paper  copies  of  the  certificate  of  correction  will 
occur  shortly  thereafter. 

The  date  on  which  the  USPTO  makes  the  certificate  of 
correction  available  to  the  public  (e.g.,  by  adding  the  certificate 
of  correction  to  the  file  wrapper)  will  be  regarded  as  the  date 
of  issuance  of  the  certificate  of  correction,  not  the  date  of  the 
certificate  of  correction  appearing  in  the  Official  Gazette. 
Certificates  of  correction  pubhshed  in  the  above-described 
manner  will  provide  the  public  with  prompt  notice  and  access 
and  is  consistent  with  the  legislative  intent  behind  the  Ameri- 
can Inventors  Protection  Act  of  1999.  See  35  U.S.C.  §  10(a) 
(authorizing  the  USPTO  Director  to  publish  in  electronic 
form). 


March  2,  2004 


U.S.  PATENT  AND  TRADEMARK  OFFICE 
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The  listing  of  certificates  of  correction  can  be  electronically 
accessed  on  the  day  of  issuance  at  http ://www. uspto . gov/web/ 
patents/certofcorrect.  The  electronic  image  of  the  printed 
certificate  of  correction  can  be  accessed  on  the  patent  database 
at  httpV/www.uspto.gov/patft  and  the  listing  of  the  certificates 
of  correction,  as  published  in  the  Official  Gazette  three  weeks 
later,  will  be  electronically  accessible  at  http://www.uspto.gov/ 
web/oflSces/com/sol/og. 

Questions  concerning  this  notice  should  be  directed  to  Mary 
Louise  McAskill,  Manager,  Statistical  Analysis  Division,  Of- 
fice of  Patent  Pubhcation,  by  telephone  at  (703)  305-8263,  by 
facsimile  at  (703)  305-4372,  or  by  e-mail  at 
marylouise.mcaskill  @  uspto.gov. 


July  5,  2001 


STEPHEN  G.  KUNIN 

Deputy  Commissioner  for  Patent 
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(143)  DEPARTMENT  OF  COMMERCE 

United  States  Patent  and  Trademark  Office 
37  CFR  Part  1 
RIN  0651-AB13 

Request  for  Continued  Examination  Practice  and 
Changes  to  Provisional  Application  Practice 

AGENCY:  United  States  Patent  and  Trademark  Office,  Com- 
merce. 

ACTION:  Final  rule. 

SUMMARY:  The  United  States  Patent  and  Trademark  Office 
(Office)  is  revising  the  rules  of  practice  in  patent  cases  to 
implement  certain  provisions  of  the  American  Inventors  Pro- 
tection Act  of  1999.  These  provisions  of  the  American  Inven- 
tors Protection  Act  of  1999:  provide  for  continued  examination 
of  an  application  for  a  fee;  extend  the  pendency  of  a  provi- 
sional application  if  the  date  that  is  twelve  months  after  the 
filing  date  of  the  provisional  application  falls  on  Saturday, 
Sunday,  or  a  Federal  holiday  within  the  District  of  Columbia: 
eliminate  the  copendency  requirement  for  a  nonprovisional 
application  to  claim  the  benefit  of  a  provisional  application; 
provide  for  the  conversion  of  a  provisional  application  to  a 
nonprovisional  application;  and  provide  a  prior  art  exclusion 
for  certain  commonly  assigned  patents. 

EFFECTIVE  DATE:  August  16,  2000. 

FOR  FURTHER  INFORMATION  CONTACT:  Robert  W 
Bahr.  Karin  L.  Tyson,  or  Robert  A.  Clarke  by  telephone  at 
(703)  308-6906,  or  by  mail  addressed  to:  Box  Comments- 
Patents.  Commissioner  for  Patents,  Washington.  DC  2023 1,  or 
by  facsimile  to  (703)  872-9411,  marked  to  the  attention  of 
Robert  W.  Bahr. 

SUPPLEMENTARY  INFORMATION  The  Amencan  In 
ventors  Protection  Act  of  1999  (Title  IV  of  the  Intellectual 
Property  and  Communications  Omnibus  Reform  Act  of  1999 
(S.  1948)  as  introduced  in  the  106th  Congress  on  November 
17,  1999)  was  incorporated  and  enacted  into  law  on  November 
29,  1999.  by  §  1000(a)(9).  Division  B,  of  Pub.  L.  106-113.  113 
Slat.  1501  (1999).  The  American  Inventors  Protection  Act  of 
1999  contains  a  number  of  changes  to  title  35,  United  States 
Code.  The  United  States  Patent  and  Trademark  Office  (Office) 
published  an  interim  rule  revising  the  rules  of  practice  to 
implement  the  provisions  of  §§  4403,  4801,  and  4807  of  the 
American  Inventors  Protection  Act  of  1999.  See  Changes  to 
Application  Examination  and  Provisional  Application  Practice. 
Interim  Rule.  65  FR  14865  (Mar.  20,  2000),  1233  Off.  Gaz. 
Pat.  Office  47  (Apr.  1 1 ,  2000).  This  notice  adopts  final  changes 
to  the  rules  of  practice  to  implement  these  provisions  of  the 
Amencan  Inventors  Protection  Act  of  1999. 

Section  4403  of  the  American  Inventors  Protection  Act  of  1999 
is  effective  on  the  date  six  months  after  the  date  of  enactment 
of  the  American  Inventors  Protection  Act  of  1999  (May  29, 
2000)  and  applies  to  applications  (other  than  for  a  design 
patent)  filed  on  or  after  June  8,  1995.  Section  4801  of  the 


American  Inventors  Protection  Act  of  1999  is  effective  on  the 
date  of  enactment  of  the  American  Inventors  Protection  Act  of 
1999  (November  29,  1999)  and  applies  to  all  provisional 
applications  (with  limited  exception)  filed  on  or  after  June  8, 
1995.  Section  4807  of  the  American  Inventors  Protection  Act 
of  1999  is  effective  on  the  date  of  enactment  of  the  American 
Inventors  Protection  Act  of  1999  (November  29,  1999)  and 
applies  to  all  applications  filed  on  or  after  November  29,  1999. 

Section  4403  (Continued  Examination  of  Patent  Applications): 
Section  4403  of  the  American  Inventors  Protection  Act  of  1999 
amends  35  U.S.C.  132  to  state  that  the  Office  "shall  prescribe 
regulations  to  provide  for  the  continued  examination  of  appli- 
cations for  patent  at  the  request  of  the  applicant,"  and  that  the 
Office  "may  establish  appropriate  fees  for  such  continued 
examinations  and  shall  provide  a  50  percent  reduction  in  such 
fees  for  small  entities  that  qualify  for  reduced  fees  under  [35 
U.S.C.  41(h)(1)]."  Previously,  an  applicant  had  to  file  a 
continuing  application  (a  continuing  application  under  § 
1.53(b)  or  a  continued  prosecution  application  under  §  1 .53(d)) 
to  obtain  continued  examination  of  an  application  for  a  fee  (the 
application  filing  fee).  Section  4403  of  the  American  Inventors 
Protection  Act  of  1999  will  provide  statutory  authority  for  the 
continued  examination  of  an  application  for  a  fee  (to  which  the 
small  entity  reduction  will  be  applicable)  without  requiring  the 
applicant  to  file  a  continuing  application. 

Section  4801  (Provisional  Applications):  Section  4801(a)  of 
the  American  Inventors  Protection  Act  of  1999  amends  35 
U.S.C.  111(b)(5)  to  provide  that  "[n]otwithstanding  the  ab- 
sence of  a  claim,  upon  timely  request  and  as  prescribed  by  the 
Director,  a  provisional  application  may  be  treated  as  an 
application  filed  under  [35  U.S.C.  111(a)]"  but  that  if  "no  such 
request  is  made,  the  provisional  application  shall  be  regarded 
as  abandoned  12  months  after  the  filing  date  of  such  applica- 
tion and  shall  not  be  subject  to  revival  .  .  .  ."  Thus,  §  1.53(c) 
is  amended  to  provide  both  for  the  conversion  of  a  provisional 
application  (35  U.S.C.  111(b)  and  §  1.53(c))  to  a  nonprovi- 
sional application  (35  U.S.C.  111(a)  and  §  1.53(b)),  and  for  the 
conversion  of  a  nonprovisional  apphcation  (35  U.S.C.  111(a) 
and  §  1.53(b))  to  a  provisional  application  (35  U.S.C.  111(b) 
and  §  1.53(c)). 

Section  4801  of  the  American  Inventors  Protection  Act  of  1999 
contains  no  provision  for  according  the  resulting  nonprovi- 
sional application  a  filing  date  other  than  the  original  filing 
date  of  the  provisional  application.  Thus,  under  the  patent  term 
provisions  of  35  U.S.C.  154,  the  term  of  a  nonprovisional 
application  resulting  from  the  conversion  of  a  provisional 
application  pursuant  to  35  U.S.C.  111(b)(5)  will  be  measured 
from  the  original  filing  date  of  the  provisional  application 
(which  is  the  filing  date  accorded  the  nonprovisional  applica- 
tion resulting  from  conversion  under  §  4801  of  the  American 
Inventors  Protection  Act  of  1999).  Applicants  are  strongly 
cautioned  to  consider  the  patent  term  implications  of 
converting  a  provisional  application  into  a  nonprovisional 
application  pursuant  to  35  U.S.C.  111(b)(5),  rather  than 
simply  filing  a  nonprovisional  application  within  twelve 
months  of  the  provisional  application's  filing  date  and 
claiming  the  benefit  of  the  provisional  application  under  35 
U.S.C.  119(e). 

Section  4801(b)  of  the  American  Inventors  Protection  Act  of 
1999  also  amends  35  U.S.C.  1 19(e)  to  provide  that  "[i]f  the  day 
that  is  12  months  after  the  filing  date  of  a  provisional 
application  falls  on  a  Saturday,  Sunday,  or  Federal  holiday 
within  the  District  of  Columbia,  the  period  of  pendency  of  the 
provisional  application  shall  be  extended  to  the  next  succeed- 
ing secular  or  business  day." 

Section  4801(c)  of  the  American  Inventors  Protection  Act  of 
1999  also  amends  35  U.S.C.  119(e)  to  eliminate  the  require- 
ment that  a  provisional  application  be  pending  on  the  filing 
date  of  the  nonprovisional  application  for  the  nonprovisional 
application  to  claim  the  benefit  of  the  provisional  application. 

Section  4807  (Prior  Art  Exclusion):  35  U.S.C.  103  was 
amended  in  1984  to  exclude  subject  matter  developed  by 
another  person  which  qualifies  as  prior  art  only  under  35 
U.S.C.  102(0  or  (g)  as  prior  art  under  35  U.S.C.  103  against  a 
claimed  invention,  provided  that  the  subject  matter  and  the 
claimed  invention  were  commonly  owned  by  the  same  person 
or  organization  or  subject  to  an  obligation  of  assignment  to  the 
same  person  or  organization  at  the  time  the  claimed  invention 
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was  made.  See  Pub.  L.  98-622,  §  103,  98  Stat.  3384  (1984). 
Section  4807  of  the  American  Inventors  Protection  Act  of  1999 
amends  35  U.S.C.  103(c)  to  exclude  subject  matter  developed 
by  another  person  which  qualifies  as  prior  art  only  under  one 
or  more  of  35  U.S.C.  102(e),  (f),  or  (g)  as  prior  art  under  35 
U.S.C.  103  against  a  claimed  invention,  provided  that  the 
subject  matter  and  the  claimed  invention  were  commonly 
owned  by  the  same  person  or  organization  or  subject  to  an 
obligation  of  assignment  to  the  same  person  or  organization  at 
the  time  the  claimed  invention  was  made.  The  Office  has 
published  guidelines  concerning  the  implementation  of  this 
change  to  35  U.S.C.  103(c).  See  Guidelines  Concerning  the 
Implementation  of  Changes  to  35  U.S.C.  102(g)  and  103(c) 
and  the  Interpretation  of  the  Term  "Original  Application"  in  the 
American  Inventors  Protection  Act  of  1999.  1233  Ofif.  Gaz. 
Pat.  Office  54  (Apr.  11,  2000). 

Discussion  of  Specific  Rules:  The  Office  is  adopting  the 
changes  set  forth  in  the  Interim  Rule  to  §§  1.7,  1.17(e)  and  (i), 
1.53(d)(1),  1.78(a)(3),  1.97(b),  1.104(c)(4),  1.113,  1.116, 
1.198,  1.312,  and  1.313(a),  (b),  (c)(1),  (c)(3),  and  (d)  in  this 
final  rule.  The  Office  is  adopting  revised  §§  1.53(c)(3),  1.103, 
1.114,  and  1.313(a)  and  (c)(2)  in  this  final  rule. 

Title  37  of  the  Code  of  Federal  Regulations,  Part  1,  is  amended 
as  follows: 

Section  1.7  is  amended  by  designating  the  current  text  as 
paragraph  (a)  and  adding  a  new  paragraph  (b)  to  provide  that 
if  the  day  that  is  twelve  months  after  the  filing  date  of  a 
provisional  application  under  35  U.S.C.  111(b)  and  §  1.53(c) 
falls  on  Saturday,  Sunday,  or  a  Federal  holiday  within  the 
District  of  Columbia,  the  period  of  pendency  shall  be  extended 
to  the  next  succeeding  secular  or  business  day  which  is  not  a 
Saturday,  Sunday,  or  a  Federal  holiday. 

Section  1.17(e)  sets  forth  the  fee  to  request  continued  exami- 
nation pursuant  to  new  §  1.114,  which  is  set  at  an  amount  equal 
to  the  basic  filing  fee  for  a  utility  application.Therefore,  the  fee 
for  considering  a  submission  pursuant  to  §  1.114  is  currently 
$690.00  ($345.00  for  a  small  entity). 

Section  1.17(i)  is  amended  to  include  a  reference  to  the  fee  to 
convert  a  provisional  application  filed  under  §  1.53(c)  to  a 
nonprovisional  application  under  §  1.53(b),  and  to  ehminate 
the  reference  to  §  1.312. 

Section  1.53  is  amended  by  redesignating  paragraph  (c)(3)  as 
paragraph  (c)(4)  and  adding  a  new  paragraph  (c)(3)  to  provide 
for  the  conversion  of  a  provisional  application  to  a  nonprovi- 
sional application.  Section  1.53(c)(3)  provides  that  a  request  to 
convert  a  provisional  application  filed  under  §  1.53(c)  to  a 
nonprovisional  application  under  §  1.53(b)  must  be  accompa- 
nied by  the  fee  set  forth  in  §  1.1 7(i)  and  an  amendment 
including  at  least  one  claim  as  prescribed  by  the  second 
paragraph  of  35  U.S.C.  112,  unless  the  provisional  application 
otherwise  contains  at  least  one  claim.  Section  1.53(c)(3)  also 
provides  that  such  a  request  must  be  filed  prior  to  the  earliest 
of:  (1)  abandonment  of  the  provisional  application;  or  (2) 
expiration  of  twelve  months  after  the  filing  date  of  the 
provisional  application. 

Section  1.53(c)(3)  also  provides  that  the  nonprovisional  appli- 
cation resulting  from  conversion  of  a  provisional  application 
must  also  include  the  filing  fee  for  a  nonprovisional  applica- 
tion, an  oath  or  declaration  by  the  applicant  pursuant  to  §§ 
1.63,  1.162,  or  1.175,  and  the  surcharge  required  by  §  1.16(e) 
if  either  the  basic  filing  fee  for  a  nonprovisional  application  or 
the  oath  or  declaration  was  not  present  on  the  filing  date 
accorded  the  resulting  nonprovisional  application.  While  this 
language  was  not  included  in  interim  §  1.53(c)(3),  it  simply 
clarifies  that  once  a  provisional  application  is  converted  into  a 
nonprovisional  appUcation,  the  resulting  nonprovisional  appli- 
cation must  comply  with  the  requirements  applicable  to 
nonprovisional  apphcations  (e.g.,  the  requirement  for  the  basic 
fifing  fee  for  a  nonprovisional  application  and  an  oath  or 
declaration  by  the  applicant  pursuant  to  §§  1.63,  1.162,  or 
1.175). 

Section  1.53(c)(3)  also  provides  that  the  conversion  of  a 
provisional  application  to  a  nonprovisional  appfication  will  not 
result  in  either  the  refund  of  any  fee  properly  paid  in  the 
provisional  application  or  the  application  of  any  such  fee  to  the 
fifing  fee,  or  any  other  fee,  for  the  nonprovisional  application. 


Finally,  §  1.53(c)(3)  contains  the  admonitions  that:  (1)  conver- 
sion of  a  provisional  application  to  a  nonprovisional  applica- 
tion under  §  1.53(c)(3)  will  resuh  in  the  term  of  any  patent  to 
issue  from  the  application  being  measured  from  at  least  the 
filing  date  of  the  provisional  appUcation  for  which  conversion 
is  requested;  and  (2)  applicants  should  consider  avoiding  this 
adverse  patent  term  impact  by  fifing  a  nonprovisional  applica- 
tion claiming  the  benefit  of  the  provisional  application  under 
35  U.S.C.  119(e)  (rather  than  converting  the  provisional 
application  into  a  nonprovisional  application  pursuant  to  § 
1.53(c)(3)). 

The  conversion  of  a  provisional  application  to  a  nonprovi- 
sional application  will  not  result  in  any  savings  in  filing  fees 
over  the  fifing  of  a  nonprovisional  appfication  claiming  the 
benefit  under  35  U.S.C.  119(e)  and  §  1.78  of  the  earlier 
provisional  application.  Thus,  an  appficant  may  simply  file  a 
nonprovisional  application  claiming  the  benefit  under  35 
U.S.C.  119(e)  and  1.78  of  the  earUer  provisional  application 
and  avoid  the  fee  set  forth  in  §  1.1 7(i)  required  to  convert  a 
provisional  appfication  to  a  nonprovisional  appfication  (as  well 
as  the  adverse  patent  term  effects  discussed  above). 

Section  1.53(d)(l)(i)  is  amended  to  provide  that  continued 
prosecution  appfication  (CPA)  practice  under  §  1.53(d)  does 
not  apply  to  applications  (other  than  design)  if  the  prior 
application  has  a  fifing  date  on  or  after  May  29,  2000.  Thus,  an 
application  (except  for  a  design  application)  must  have  an 
actual  filing  date  before  May  29,  2000,  for  the  applicant  to  be 
able  to  file  a  CPA  of  that  appfication.  While  the  ()flfice  uses  the 
filing  date  (and  application  number)  of  the  prior  appfication  of 
a  CPA  for  identification  purposes,  the  fifing  date  of  a  CPA 
under  §  1.53(d)  is  the  date  the  request  for  a  CPA  is  filed.  See 
§  1.53(d)(2).  Thus,  if  a  CPA  of  an  appfication  (other  than  for  a 
design  patent)  is  filed  on  or  after  May  29,  2000,  §  1.53(d)(l)(i) 
does  not  permit  the  filing  of  a  further  CPA,  regardless  of  the 
filing  date  of  the  prior  application  as  to  the  first  CPA  (i^,  the 
filing  date  used  for  identification  purposes  for  the  CPA). 

In  the  event  that  an  applicant  files  a  request  for  a  CPA  of  a 
utility  or  plant  application  that  was  filed  on  or  after  May  29, 
2000  (to  which  CPA  practice  no  longer  applies),  the  Office  will 
automatically  treat  the  improper  CPA  as  a  request  for  contin- 
ued examination  of  the  prior  application  (identified  in  the 
request  for  CPA)  under  new  §  1.114  (unless  the  application  has 
issued  as  a  patent).  If  an  appficant  files  a  request  for  a  CPA  of 
an  application  to  which  CPA  practice  no  longer  appfies  and 
does  not  want  the  request  for  a  CPA  to  be  treated  as  a  request 
for  continued  examination  under  §  1.114  (e.g.,  the  CPA  is  a 
divisional  CPA),  the  applicant  may  file  a  petition  under  § 
1.53(e)  requesting  that  the  improper  CPA  be  converted  to  an 
application  under  §  1.53(b).  The  requirements  for  such  a 
petition  under  1.53(e)  are  identical  to  those  set  forth  in  section 
201.06(b)  of  the  Manual  of  Patent  Examining  Procedure  (7th 
ed.l998)  (Rev.  1,  Feb.  2000)  (MPEP)  for  converting  an 
improper  file  wrapper  continuing  (FWC)  application  under 
former  §  1.62  to  an  appfication  under  §  1.53(b).  The  Office  will 
not  grant  such  a  petition  unless  it  is  before  the  appropriate 
deciding  official  before  an  Office  action  has  been  mailed  in 
response  to  the  request  for  continued  examination  under  § 
1.114  (as  the  improper  CPA  is  being  treated).  If  an  Office 
action  has  been  mailed  in  response  to  the  request  for  continued 
examination  under  §  1.114,  the  appficant  should  simply  file  an 
application  under  §  1.53(b)  within  the  period  for  reply  to  such 
Office  action. 

If,  however,  an  applicant  files  a  transmittal  paper  that  is 
ambiguous  as  to  whether  it  is  a  continued  prosecution  appfi- 
cation under  §  1.53(d)  or  a  request  for  continued  examination 
under  §  1.114  (e^,  contains  references  to  both  an  RCE  and  a 
CPA),  and  the  appfication  is  eligible  for  either  a  continued 
prosecution  application  under  §  1.53(d)  or  a  request  for 
continued  examination  under  §  1.114  (i.e.,  a  plant  or  utility 
application  filed  on  or  after  June  8,  1995,  but  before  May  29, 
2000),  that  ambiguity  wiU  be  resolved  in  favor  of  treating  the 
transmittal  papers  as  a  request  for  a  CPA  under  §  1.53(d).  Other 
papers  filed  with  the  transmittal  paper  (e^,  a  prefiminary 
amendment  or  information  disclosure  statement)  will  not  be 
taken  into  account  in  determining  whether  a  transmittal  paper 
is  a  continued  prosecution  appfication  under  §  1.53(d),  or  a 
request  for  continued  examination  under  §  1.114,  or  ambigu- 
ous as  to  whether  it  is  a  continued  prosecution  application 
under  §  1.53(d)  or  a  request  for  continued  examination  under 
§  1.114. 


i 


March  2,  2004 


U.S.  PATENT  AND  TRADEMARK  OFFICE 


1280  OG  325 
(143) 


Section  1.53(d)(l)(ii)(A)  is  amended  to  refer  to  "§  1.313(c)" 
rather  than  "§  1.313(b)(5)"  for  consistency  with  the  change  to 
§  1.313. 

Section  1.78  is  amended  to  eliminate  the  requirement  that  a 
nonprovisional  application  be  "copending"  with  a  provisional 
application  for  (he  nonprovisional  application  to  claim  the 
benefit  under  35  U.S.C.  119(e)  of  a  provisional  application. 
Section  1.78  is  also  amended  to  require  that,  for  a  nonprovi- 
sional application  to  claim  the  benefit  of  a  provisional  appli- 
cation, the  provisional  application  must  be  entitled  to  a  filing 
date  as  set  forth  in  §  1.53(c),  and  have  paid  the  basic  filing  fee 
set  forth  in  §  1.1 6(k)  within  the  time  period  set  forth  in  § 
1.53(g),  and  have  any  required  English  language  translation 
filed  within  the  time  period  set  under  §  1.52(d). 

Section  1.97(b)  is  amended  to  indicate  that  an  information 
disclosure  statement  will  also  be  considered  if  it  is  filed  before 
the  mailing  of  a  first  Office  action  after  the  filing  of  a  request 
for  continued  examination  under  §  1.114. 

Section  1.103  is  amended  to  provide  for  a  limited  suspension 
of  action  after  a  request  for  continued  examination  under 
1.114.  Section  1.103  is  also  amended  based  upon  previously 
proposed  changes  to  that  section.  See  Changes  to  Implement 
the  Patent  Business  Goals.  Notice  of  Proposed  Rulemaking,  64 
FR  53772.  53799-00,  53833-34,  (Oct.  4,  1999),  1228  Off.  Gaz. 
Pat.  Office  15.  39-40,  72  (Nov.  2,  1999)  (Patent  Business  Goals 
Notice  of  Proposed  Rulemaking).  These  changes  are  being 
adopted  in  this  final  rule  because  of  the  overlap  between  the 
provisions  for  a  limited  suspension  of  action  after  a  request  for 
continued  examination  under  §  1.114  and  the  previously 
proposed  limited  suspension  of  action  in  a  CPA  under  § 
1.53(d). 

The  heading  of  §  1.103  is  amended  to  add  the  phrase  "by  the 
Office"  to  clarify  that  §  1.103  applies  only  to  suspension  of 
action  by  the  Office  (by  applicant  request  or  at  the  initiative  of 
the  Office)  and  does  not  apply  to  a  suspension  of  action  (or 
reply)  by  the  applicant. 

Section  1.103(a)  provides  for  suspension  of  action  for  cause. 
Specifically,  §  1.103(a)  provides  that  on  request  of  the  appli- 
cant, the  Office  may  grant  a  suspension  of  action  by  the  Office 
under  this  paragraph  for  good  and  sufficient  cause.  Section 
1.103(a)  also  provides  that:  (1)  the  Office  will  not  suspend 
action  if  reply  by  applicant  to  an  Office  action  is  outstanding; 
and  (2)  any  petition  for  suspension  of  action  under  §  1.103(a) 
must  specify  a  period  of  suspension  not  exceeding  six  months. 
Section  1.103(a)  specifically  provides  that  any  petition  for 
suspension  of  action  under  §  1.103(a)  must  also  include:  (1)  a 
showing  of  good  and  sufficient  cause  for  suspension  of  action; 
and  (2)  the  fee  set  forth  in  1.17(h),  unless  such  cause  is  the 
fault  of  the  Office. 

Section  1.103(b)  provides  for  a  limited  suspension  of  action  in 
a  CPA  filed  under  §  1.53(d).  Section  1.103(b)  specifically 
provides  that  on  request  of  the  applicant,  the  Office  may  grant 
a  suspension  of  action  by  the  Office  under  §  1.103(b)  in  a  CPA 
for  a  period  not  exceeding  three  months.  Section  1.103(b)  also 
provides  that  any  request  for  suspension  of  action  under  § 
1.103(b)  must  be  filed  with  the  request  for  a  CPA  and  include 
the  processing  fee  set  forth  in  §  1.17(i). 

Section  1.103(c)  provides  for  a  limited  suspension  of  action 
after  a  request  for  continued  examination  under  §  1.114. 
Section  1.103(c)  specifically  provides  that  on  request  of  the 
applicant,  the  Office  may  grant  a  suspension  of  action  by  the 
Office  under  §  1.103(c)  after  the  filing  of  a  request  for 
continued  examination  in  compliance  with  §  1 . 1 14  for  a  period 
not  exceeding  three  months.  Since  §  1.103(c)  requires  a 
request  for  continued  examination  in  "compliance  with  § 
1.114,"  a  request  for  suspension  of  action  under  §  1.103(c) 
does  not  substitute  for  the  submission  (or  fee)  required  by  § 
1.114.  The  period  of  suspension,  however,  may  be  used  to 
prepare  and  file  a  supplement  (e^,  affidavit  or  declaration 
containing  test  data)  to  the  previously  filed  submission.  Section 
1.103(c)  also  provides  that  any  request  for  suspension  of  action 
under  §  1.103  must  be  filed  with  the  request  for  continued 
examination  under  §  1.114,  specify  the  period  of  suspension, 
and  include  the  processing  fee  set  forth  in  1.1 7(i).  The  ability 
to  submit  a  request  for  suspension  when  a  request  for  contin- 


ued examination  under  §  1.114  is  filed  is  particularly  useful  in 
that  its  fee  (unlike  the  CPA  filing  fee)  must  be  paid  when  the 
request  for  continued  examination  under  §  1.114  is  filed. 

Section  1.103(d)  provides  that  the  Office  will  notify  applicant 
if  the  Office,  on  its  own  initiative,  suspends  action  on  an 
application. 

Section  1.103(e)  provides  for  suspension  of  action  for  public 
safety  or  defense.  Section  1.103(e)  specifically  provides  that 
the  Office  may  suspend  action  by  the  Office  by  order  of  the 
Commissioner  if  the  following  conditions  are  met:  (1)  the 
application  is  owned  by  the  United  States;  (2)  publication  of 
the  invention  may  be  detrimental  to  the  public  safety  or 
defense;  and  (3)  the  appropriate  department  or  agency  requests 
such  suspension. 

Section  1 .103(f)  provides  that  the  Office  will  suspend  action  by 
the  Office  for  the  entire  pendency  of  an  application  if  the  Office 
has  accepted  a  request  to  publish  a  statutory  invention  regis- 
tration in  the  application,  except  for  purposes  relating  to  patent 
interference  proceedings  under  Subpart  E. 

Section  1.104(c)(4)  is  revised  to  replace  "35  U.S.C.  102(f)  or 
(g)"  with  "35  U.S.C.  102(e),  (f)  or  (g)"  for  consistency  with  35 
U.S.C.  103(c)  as  amended  by  §  4807  of  the  American 
Inventors  Protection  Act  of  1999. 

Section  1.113  is  amended  to  take  into  account  that  an  appli- 
cant's after  final  reply  options  include  filing  a  request  for 
continued  examination  under  §  1.114. 

Section  1.113  is  also  amended  to  locate  the  last  two  sentences 
of  paragraph  (a)  in  a  new  paragraph  (c). 

Section  1.114  is  added  to  implement  §  4403  of  the  American 
Inventors  Protection  Act  of  1999.  The  Office  is  providing  a 
procedure  under  which  an  applicant  may  obtain  continued 
examination  of  an  application  in  which  prosecution  is  closed 
(e^,  the  application  is  under  a  final  rejection  or  a  notice  of 
allowance)  by  filing  a  submission  and  paying  a  specified  fee.  If 
a  subsequent  rejection  or  action  is  made  final  (or  if  the 
application  is  subsequently  allowed),  the  applicant  may  again 
obtain  continued  examination  of  an  application  (consideration 
of  a  submission)  upon  the  filing  of  a  submission  and  an 
additional  payment  of  the  specified  fee  prior  to  abandonment 
of  the  application. 

Since  the  relevant  portion  of  §  4405(b)(1)  of  the  American 
Inventors  Protection  Act  of  1999  (the  effective  date  provision 
for  35  U.S.C.  132(b))  states  that  continued  examination 
provisions  of  35  U.S.C.  132(b)  apply  to  "all  applications"  filed 
under  35  U.S.C.  111(a)  on  or  after  June  8,  1995,  the  continued 
examination  provisions  of  35  U.S.C.  132(b)  and  §  1.114  apply 
to  any  nonprovisional  (35  U.S.C.  111(a))  application  filed  on 
or  after  June  8,  1995,  regardless  of  whether  the  application  is 
a  reissue  application  or  a  non-reissue  (original)  application. 
The  continued  examination  provisions  of  35  U.S.C.  132(b)  and 
§  1.114,  however,  will  not  be  available  for:  (1)  a  provisional 
application  (which  is  not  examined  under  35  U.S.C.  chapter 
12);  (2)  an  application  for  a  utility  or  plant  patent  (whether 
reissue  or  non-reissue)  filed  under  35  U.S.C.  111(a)  before 
June  8,  1995;  (3)  an  international  application  filed  under  35 
U.S.C.  363  before  June  8,  1995;  (4)  an  application  for  a  design 
patent;  or  (5)  a  patent  under  reexamination. 

Under  this  procedure,  the  filing  of  a  request  for  continued 
examination  after  the  filing  of  a  Notice  of  Appeal  to  the  Board 
of  Patent  Appeals  and  Interferences,  but  prior  to  a  decision  on 
the  appeal,  will  be  considered  a  request  to  withdraw  the  appeal 
and  to  reopen  prosecution  of  the  application  before  the 
examiner.  The  filing  of  a  request  for  continued  examination 
(accompanied  by  the  fee  and  a  submission)  after  a  decision  by 
the  Board  of  Patent  Appeals  and  Interferences,  but  before  the 
filing  of  a  Notice  of  Appeal  to  the  U.S.  Court  of  Appeals  for  the 
Federal  Circuit  (Federal  Circuit)  or  the  commencement  of  a 
civil  action,  will  also  result  in  the  finality  of  the  rejection  or 
action  being  withdrawn  and  the  submission  being  considered. 

In  addition  to  the  res  judicata  effect  of  a  Board  of  Patent 
Appeals  and  Interferences  decision  in  an  application  (see 
MPEP  706.03(w)),  a  Board  of  Patent  Appeals  and  Interfer- 
ences decision  in  an  application  is  the  "law  of  the  case,"  and  is 
thus  controlling  in  that  application  and  any  subsequent  related 
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application.  See  MPEP  1214.01  (where  a  new  ground  of 
rejection  is  entered  by  the  Board  of  Patent  Appeals  and 
Interferences  pursuant  to  §  1.196(b),  argument  without  either 
amendment  of  the  claims  so  rejected  or  the  submission  of  a 
showing  of  facts  can  only  result  in  a  final  rejection  of  the 
claims,  since  the  examiner  is  without  authority  to  allow  the 
claims  unless  amended  or  unless  the  rejection  is  overcome  by 
a  showing  of  facts  not  before  the  Board  of  Patent  Appeals  and 
Interferences).  As  such,  a  submission  containing  arguments 
without  either  amendment  of  the  rejected  claims  or  the 
submission  of  a  showing  of  facts  will  not  be  effective  to 
remove  such  rejection. 

The  procedure  set  forth  in  §  1.114  will  not  be  available  in  an 
application  after  the  filing  of  a  Notice  of  Appeal  to  the  Federal 
Circuit  or  the  commencement  of  a  civil  action,  unless  the 
appeal  or  civil  action  is  terminated  and  the  appUcation  is  still 
pending.  Unless  an  application  contains  allowed  claims  (or  the 
court's  mandate  clearly  indicates  that  further  action  is  to  be 
taken  in  the  Office),  the  termination  of  an  unsuccessful  court 
appeal  or  civil  action  results  in  the  abandonment  of  the 
application.  See  MPEP  1216.01. 

If  the  application  is  under  final  rejection,  the  fee  for  a  request 
for  continued  examination  acts  only  to  withdraw  the  finality  of 
an  Office  action.  If  reply  to  an  Office  action  is  outstanding,  a 
submission  meeting  the  reply  requirements  of  §  1.111  must  be 
timely  received  to  continue  prosecution  of  an  application.  Put 
simply,  the  mere  payment  of  the  fee  for  a  request  for  continued 
examination  will  not  operate  to  toll  the  running  of  any  time 
period  set  in  the  previous  Office  action  for  reply  to  avoid 
abandonment  of  the  application.  Likewise,  filing  a  request  for 
continued  examination  (with  the  fee  and  a  submission)  in  an 
allowed  application  after  the  issue  fee  has  been  paid  without  a 
petition  under  §  1.313  to  withdraw  the  apphcation  from  issue 
will  not  operate  to  avoid  issuance  of  the  application  as  a  patent. 
Nevertheless,  if  a  request  for  continued  examination  (with  the 
fee  and  a  submission)  is  filed  in  an  allowed  application  prior  to 
payment  of  the  issue  fee,  a  petition  under  §  1.313  to  withdraw 
the  application  from  issue  is  not  required. 

To  avoid  confusion  as  to  whether  an  applicant  desires  to  amend 
the  application  prior  to  receiving  continued  examination  of  the 
application,  an  appeal  brief  under  §  1 .  192  or  a  reply  brief  under 
§  1.193(b),  or  related  submissions,  are  expressly  excluded  as  a 
submission  for  the  purposes  of  §  1.114.  The  submission, 
however,  may  consist  of  the  arguments  in  a  previously  filed 
appeal  brief  or  reply  brief  submitted  as  a  reply  to  the  final 
rejection,  or  may  simply  consist  of  a  submission  that  incorpo- 
rates by  reference  the  arguments  in  a  previously  filed  appeal 
brief  or  reply  brief. 

35  U.S.C.  132(a)  provides  that  "[n]o  amendment  shall  intro- 
duce new  matter  into  the  disclosure  of  the  invention."  Any 
amendment  entered  pursuant  to  §  1.114  that  is  determined  to 
contain  new  matter  will  be  treated  in  the  same  manner  that  a 
reply  under  §  1.111  that  is  determined  to  contain  new  matter  is 
currently  treated.  In  those  instances  in  which  an  applicant 
seeks  to  add  new  matter  to  the  disclosure  of  an  application,  the 
procedure  in  §  1.114  is  not  available,  and  the  applicant  must 
file  a  continuation-in-part  application  under  §  1.53(b)  contain- 
ing such  new  matter.  In  addition,  as  35  U.S.C.  132(b)  and  § 
1.114  provide  continued  examination  of  an  application  (and 
not  examination  of  a  continuing  application),  the  Office  will 
not  permit  an  applicant  to  obtain  continued  examination  on  the 
basis  of  claims  that  are  independent  and  distinct  from  the 
claims  previously  claimed  and  examined  (see  §  1.145). 

The  request  for  continued  examination  procedure  in  §  1.114 
should  not  be  confused  with  the  transitional  procedure  for  the 
further  limited  examination  of  patent  applications  set  forth  in  § 
1.129(a)  (see  Changes  to  Implement  20- Year  Patent  Term  and 
Provisional  Applications.  Final  Rule  Notice,  60  FR  20195 
(April  25,  1995),  1174  Off.  Gaz.  Pat.  Office  15  (May  2,  1995)) 
or  the  CPA  procedure  set  forth  in  §  1.53(d)  (see  Changes  to 
Patent  Practice  and  Procedure,  Final  Rule  Notice,  62  FR  53131 
(October  10,  1997),  1203  Off.  Gaz.  Pat.  Office  63  (October  21, 
1997)). 

Comparison  of  the  request  for  continued  examination  proce- 
dure in  §  1.114  with  the  transitional  procedure  for  the  further 
limited  examination  of  patent  appUcation  set  forth  in  § 
1.129(a):  The  procedure  set  forth  in  this  notice  does  not  apply 
to  any  application  that  was  filed  prior  to  June  8,  1995.  The 


transitional  procedure  set  forth  in  §  1.129(a)  applies  only  to 
applications,  other  than  for  a  reissue  or  design  patent,  that  have 
been  pending  for  at  least  two  years  as  of  June  8,  1995,  taking 
into  account  any  references  in  such  applications  to  any  earlier 
filed  application  under  35  U.S.C.  120,  121,  or  365(c),  and  is 
not  applicable  to  any  application  filed  after  June  8,  1995. 
Therefore,  an  appUcation  eligible  for  the  transitional  procedure 
set  forth  in  §  1.129(a)  (unless  filed  on  June  8,  1995),  or  any 
application  filed  before  June  8,  1995,  is  not  eUgible  for  the 
procedure  for  continued  examination  set  forth  in  this  notice. 

In  addition,  an  appUcant  in  an  appUcation  eligible  for  the 
procedure  for  continued  examination  set  forth  in  this  notice  is 
not  limited  in  the  number  of  times  the  fee  for  continued 
examination  may  be  submitted.  An  appUcant  in  an  appUcation 
eUgible  for  the  transitional  procedure  set  forth  in  §  1.129(a), 
however,  is  limited  to  two  opportunities  to  pay  the  fee  for 
further  examination  of  the  appUcation. 

Moreover,  under  the  transitional  procedure  set  forth  in  § 
1.129(a),  a  submission  after  final  rejection  or  action  wiU  be 
considered  if  the  submission  and  the  requisite  fee  are  filed 
prior  to  abandonment  of  the  application  and  prior  to  the  filing 
of  an  appeal  brief.  Under  the  request  for  continued  examina- 
tion procedure  set  forth  in  this  notice,  a  submission  will  be 
considered  if  the  submission  and  the  requisite  fee  is  filed  prior 
to  abandonment  of  the  appUcation.  That  is,  under  the  request 
for  continued  examination  procedure,  a  submission  (and  req- 
uisite fee)  need  not  be  filed  prior  to  the  filing  of  an  appeal  brief. 
In  addition,  under  the  request  for  continued  examination 
procedure,  a  submission  will  be  considered  in  an  allowed 
appUcation  if  the  submission  and  the  requisite  fee  are  filed 
prior  to  payment  of  the  issue  fee  (or  later  if  a  petition  under  § 
1.313(c)  to  withdraw  the  application  from  issue  is  granted). 

Comparison  of  the  request  for  continued  examination  proce- 
dure in  §  1.114  with  the  CPA  procedure  set  forth  in  1.53(d): 
Section  1.53(d)  is  amended  to  make  CPA  practice  inappUcable 
to  applications  (other  than  for  a  design  patent)  filed  under  35 
U.S.C.  111(a)  on  or  after  May  29,  2000,  or  resulting  from 
international  applications  filed  under  35  U.S.C.  363  on  or  after 
May  29,  2000.  Continued  prosecution  appUcation  (CPA)  prac- 
tice was  adopted  to  permit  applicants  to  obtain  continued 
examination  of  an  application  (for  a  fee)  via  the  filing  of  a 
continuing  appUcation.  35  U.S.C.  132(b),  however,  provides 
statutory  authority  for  the  Office  to  prescribe  regulations  to 
permit  appUcants  to  obtain  continued  examination  of  an 
application  (for  a  fee)  without  the  need  for  a  continuing 
application.  The  Office  is  not  completely  aboUshing  CPA 
practice  in  favor  of  the  request  for  continued  examination 
practice  in  §  1.114  because  the  request  for  continued  exami- 
nation practice  in  §  1.114  is  not  applicable  to  applications  filed 
before  June  8,  1995  (or  design  applications),  and  the  patent 
term  adjustment  provisions  of  Pub.  L.  106-113  do  not  apply  to 
applications  filed  before  May  29,  2000.  The  OflBce,  however, 
is  restricting  CPA  practice  to  utility  and  plant  applications 
filed  before  May  29,  2000,  and  design  applications  because 
maintaining  two  practices  (as  to  applications  eligible  for 
the  continued  examination  procedure  of  §  1.114)  designed 
for  the  same  purpose  (obtaining  continued  examination  of 
an  application)  is  unnecessary  and  will  result  in  confusion. 

Since  the  request  for  continued  examination  practice  in  §  1.114 
is  applicable  to  utility  and  plant  applications  filed  on  or  after 
June  8,  1995,  and  CPA  practice  in  §  1.53(d)  is  appUcable  to 
utiUty  and  plant  applications  filed  before  May  29,  2000,  and 
design  appUcations,  an  appUcant  in  a  utility  or  plant  applica- 
tion filed  on  or  after  June  8,  1995,  but  before  May  29,  2000, 
may  obtain  further  examination  either  by  filing  a  request  for 
continued  examination  under  §  1.114  or  by  filing  a  CPA  under 
§  1.53(d).  Since  the  patent  term  adjustment  provisions  of  Pub. 
L.  106-113  do  not  apply  to  appUcations  filed  before  May  29, 
2000,  and  a  request  for  continued  examination  practice  under 
§1.114  (unlike  a  CPA  under  §  1 .53(d))  is  not  the  filing  of  a  new 
application,  whether  further  examination  of  such  an  applica- 
tion is  sought  by  a  request  for  continued  examination  under  § 
1.114  or  a  CPA  under  §  1.53(d)  has  an  impact  on  whether  any 
resulting  patent  is  entitled  to  the  patent  term  adjustment 
provisions  of  Pub.  L.  106-113.  Specifically,  if  an  applicant  in  a 
utiUty  or  plant  application  filed  before  May  29,  2000,  files  a 
CPA  under  §  1.53(d)  after  May  29,  2000,  the  appUcation  being 
prosecuted  (now  a  CPA)  is  an  application  filed  on  or  after  May 
29,  2000,  and  is  entitled  to  the  patent  term  adjustment 
provisions  of  Pub.  L.  106-113.  K,  however,  an  applicant  in  a 
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utility  or  plant  application  filed  before  May  29,  2000  (but 
on  or  after  June  8,  1995)  files  a  request  for  continued 
examination  under  §  1.114,  the  application  being  pros- 
ecuted is  not  an  application  filed  on  or  after  May  29,  2000, 
and  is  not  entitled  to  the  patent  term  adjustment  provisions 
of  Pub.  L.  106-113. 

In  addition,  there  are  a  number  of  additional  differences 
between  request  for  continued  examination  procedure  set  forth 
in  this  notice  with  the  CPA  procedure  set  forth  in  §  1.53(d) 
resulting  from  the  fact  that  a  CPA  is  the  filing  of  a  new 
application,  whereas  continued  examination  under  §  1.114 
merely  continues  the  examination  of  the  same  application:  (1) 
a  request  for  continued  examination  under  §  1.114  is  not 
permitted  unless  prosecution  in  the  application  is  closed  (cf.  § 
1.53(d)(1));  (2)  the  fee  for  continued  examination  under  § 
1.114  (§  1.17(e))  does  not  have  an  additional  claims  fee 
component  (cj.  §  1.53(d)(3)(ii));  (3)  the  fee  for  continued 
examination  under  §  1.114  may  not  be  deferred  (cf-  §  1.53(f)); 
(4)  a  request  for  continued  examination  under  §  1.114  is 
entitled  to  the  benefit  of  a  certificate  of  mailing  under  §1.8  (cf. 
1.8(a)(2)(i)(A)):  (5)  an  applicant  may  not  obtain  examination 
of  a  difilerent  or  non-elected  invention  (e.g..  a  divisional)  in  a 
request  for  continued  examination  under  §  1.114;  and  (6)  any 
change  of  inventors  must  be  via  the  procedure  set  forth  in  § 
1.48  (cf.  1.53(d)(4)). 

Discussion  of  the  specific  provisions  of  new  §  1.114:  Section 
1.114  is  added  to  provide  for  continued  examination  of  an 
application  under  35  U.S.C.  132(b). 

Section  1.114(a)  provides  that  if  prosecution  in  an  apphcation 
is  closed,  an  applicant  may  obtain  continued  examination  of  an 
application  by  filing  a  submission  and  the  fee  set  forth  in  § 
1.17(e)  prior  to  the  earliest  of:  (1)  payment  of  the  issue  fee, 
unless  a  petition  under  §  1.313  is  granted;  (2)  abandonment  of 
the  application;  or  (3)  the  filing  of  a  notice  of  appeal  to  the  U.S. 
Court  of  Appeals  for  the  Federal  Circuit  under  35  U.S.C.  141, 
or  the  commencement  of  a  civil  action  under  35  U.S.C.  145  or 
146,  unless  the  appeal  or  civil  action  is  terminated.  The  action 
immediately  subsequent  to  the  filing  of  a  submission  and  fee 
under  §  1.114  may  be  made  final  only  if  the  conditions  set  forth 
in  MPEP  706.07(b)  for  making  a  first  action  final  in  a 
continuing  application  are  met. 

Interim  §  1.114  did  not  require  that  prosecution  in  an  applica- 
tion be  closed  for  an  applicant  to  obtain  continued  examination 
under  that  section,  but  only  that  the  Office  had  mailed  at  least 
one  of  an  Office  action  under  35  U.S.C.  132  or  a  notice  of 
allowance  under  35  U.S.C.  151.  There  is,  however,  no  benefit 
(from  applicant's  perspective)  to  requesting  continued  exami- 
nation under  §  1.114  if  prosecution  in  the  application  is  not 
closed.  Thus,  any  request  for  continued  examination  under  § 
1.114  in  an  application  in  which  prosecution  is  not  closed 
would  probably  have  been  filed  in  error.  In  addition,  the 
legislative  history  of  35  U.S.C.  132(b)  reveals  that  its  contin- 
ued examination  provisions  were  designed  for  applications  in 
which  prosecution  was  closed.  See  145  Cong.  Rec.  S.  14708, 
S.  14718  (daily  ed.  November  17,  1999)  (statement  of  Sen. 
Lott);  see  also  H.R.  Rep.  No.  106-464  at  128  (1999).  There- 
fore, the  Office  considers  it  inappropriate  to  permit  (or  encour- 
age) applicants  to  request  and  pay  the  fee  for  continued 
examination  under  35  U.S.C.  132(b)  and  §  1.114  unless 
prosecution  in  the  application  is  closed. 

Section  1.114(b)  provides  that  prosecution  in  an  application  is 
closed  as  used  in  §  1.114  means  that  the  application  is  under 
appeal,  or  that  the  last  Office  action  is  a  final  action  (§  1.113), 
a  notice  of  allowance  (§  1.311),  or  an  action  that  otherwise 
closes  prosecution  in  the  application  (e.g.,  an  Office  action 
under  Ex  parte  Quayle,  1935  Comm'r  Dec.  11  (1935)). 

Section  1.114(c)  provides  that  a  submission  as  used  in  §  1.114 
includes,  but  is  not  limited  to,  an  information  disclosure 
statement,  an  amendment  to  the  written  description,  claims,  or 
drawings,  new  arguments,  or  new  evidence  in  support  of 
patentability.  This  definition  in  §  1.114  for  "submission"  is 
taken  from  §  1.129(a).  Section  1.114(c)  also  provides  that  if 
reply  to  an  Office  action  under  35  U.S.C.  132  is  outstanding, 
the  submission  must  meet  the  reply  requirements  of  §  1.111. 
This  provision  will  permit  applicants  to  file  a  submission  under 
§  1.114  containing  only  an  information  disclosure  statement 
(§§  1.97  and  1.98)  in  an  application  subject  to  a  notice  of 
allowance  under  35  U.S.C.  151. 


Section  1.114(d)  provides  that  if  an  applicant  timely  files  the 
fee  set  forth  in  §  1.17(e)  and  a  submission,  the  Office  will 
withdraw  the  finality  of  any  Office  action  to  which  a  reply  is 
outstanding  and  the  submission  will  be  entered  and  considered. 
The  phrase  "withdraw  the  finality  of  any  Office  action" 
includes  the  withdrawal  of  the  finality  of  a  final  rejection,  as 
well  as  the  withdrawal  of  the  closing  of  prosecution  by  an 
Office  action  under  Ex  parte  Ouayle.  1935  Comm'r  Dec.  11 
(1935),  or  notice  of  allowance  under  35  U.S.C.  151  (or  notice 
of  allowabihty).  Section  1.114(d)  also  provides  that  if  an 
applicant  files  a  request  for  continued  examination  under  § 
1.114  after  appeal,  but  prior  to  a  decision  on  the  appeal,  it  will 
be  treated  as  a  request  to  withdraw  the  appeal  and  to  reopen 
prosecution  of  the  application  before  the  examiner.  Thus,  the 
filing  of  a  request  for  continued  examination  under  §  1.114  in 
an  application  containing  an  appeal  awaiting  decision  after 
appeal  will  be  treated  as  a  withdrawal  of  the  appeal  by  the 
applicant,  regardless  of  whether  the  request  for  continued 
examination  under  §  1.114  includes  the  appropriate  fee  ( 
1.17(e))  or  a  submission  (  §  1.114(c)).  Applicants  should 
advise  the  Board  of  Patent  Appeals  and  Interferences  when  a 
request  for  continued  examination  under  §  1.114  is  filed  in  an 
application  containing  an  appeal  awaiting  decision. Otherwise, 
the  Board  of  Patent  Appeals  and  Interferences  may  refuse  to 
vacate  a  decision  rendered  after  the  filing  (but  before  recogni- 
tion by  the  Office)  of  a  request  for  continued  examination 
under  §  1.114.  Section  §  1.114(d)  also  provides  that  an  appeal 
brief  or  a  reply  brief  (or  related  papers)  will  not  be  considered 
a  submission  under  §  1.114  (discussed  above). 

Section  1.114(e)  provides  that  the  request  for  continued 
examination  provisions  of  §  1.114  do  not  apply  to:  (1)  a 
provisional  application;  (2)  an  application  for  a  utility  or  plant 
patent  filed  under  35  U.S.C.  111(a)  before  June  8,  1995;  (3)  an 
international  application  filed  under  35  U.S.C.  363  before  June 
8,  1995;  (4)  an  apphcation  for  a  design  patent;  or  (5)  a  patent 
under  reexamination. 

Section  1.116  is  amended  to  add  a  paragraph  (a)  that  takes  into 
account  that  an  applicant's  after  final  amendment  options 
include  filing  a  request  for  continued  examination  under  § 
1.114,  and  to  redesignate  existing  paragraphs  (a),  (b),  and  (c) 
as  paragraphs  (b),  (c),  and  (d),  respectively. 

Section  1.198  is  amended  to  take  into  account  that  an  appli- 
cation in  which  an  appeal  has  been  decided  by  the  Board  of 
Patent  Appeals  and  Interferences  may  also  be  reopened  under 
the  request  for  continued  examination  provisions  of  §  1.114. 

Section  1.312  is  amended  by  clarifying  that  an  amendment 
under  §  1.312  (after  allowance)  must  be  filed  prior  to  or  with 
payment  of  the  issue  fee. 

Section  1.313(a)  is  being  amended  to  provide  that  it  is  not 
necessary  to  file  a  petition  to  withdraw  an  application  from 
issue  if  a  request  for  continued  examination  under  §  1.114  is 
filed  prior  to  payment  of  the  issue  fee.  If  an  applicant  files  a 
request  for  continued  examination  under  §  1.114  (with  the  fee 
and  a  submission)  prior  to  the  date  the  issue  fee  is  due.  the 
applicant  need  not  pay  the  issue  fee  to  avoid  abandonment  of 
the  application. Applicants  are  cautioned  against  filing  a  re- 
quest for  continued  examination  under  §  1.114  prior  to 
payment  of  the  issue  fee  and  subsequently  paying  the  issue  fee 
(before  the  Office  acts  on  the  request  for  continued  examina- 
tion under  §  1.114)  because  doing  so  may  result  in  issuance  of 
a  patent  without  consideration  of  the  request  for  continued 
examination  under  §  1.114  (if  the  request  for  continued 
examination  under  §  1 . 1 14  is  not  matched  with  the  application 
before  the  application  is  processed  into  a  patent). 

Section  1 .3 1 3(c)  is  amended  to  provide  that  an  application  may 
also  be  withdrawn  from  issue  after  payment  of  the  issue  fee  on 
petition  by  the  applicant  for  consideration  of  a  request  for 
continued  examination  in  compliance  with  §  1.114.  This 
language  differs  from  the  language  of  interim  §  1.313(c)(2), 
but  the  change  simply  clarifies  the  requirements  for  an  appli- 
cation to  be  withdrawn  from  issue  under  §  1.313(c)(2). 

The  Office  cannot  ensure  that  any  petition  under  §  1.313(c) 
will  be  acted  upon  prior  to  the  date  of  patent  grant.  See  Filing 
of  Continuing  Applications.  Amendments,  or  Petitions  after 
Payment  of  Issue  Fee.  Notice,  1221  Off.  Gaz.  Pat.  Office  14 
(April  6,  1999).  Since  a  request  for  continued  examination 
under  §  1.114  (unlike  a  CPA  under  §  1.53(d))  is  not  any  type 
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of  new  application  filing,  the  Office  cannot  grant  a  petition  to 
convert  an  untimely  request  for  continued  examination  under  § 
1.114  to  a  continuing  application  under  §  1.53(b).  Therefore, 
applicants  are  strongly  cautioned  to  file  any  desired  request 
for  continued  examination  under  §  1.114  prior  to  payment 
of  the  issue  fee.  In  addition,  applicants  considering  filing  a 
request  for  continued  examination  under  §  1.114  after 
payment  of  the  issue  fee  are  strongly  cautioned  to  call  the 
Office  of  Petitions  to  determine  whether  sufficient  time 
remains  before  the  patent  issue  date  to  consider  (and  grant) 
a  petition  under  §  1.313(c)  and  what  steps  are  needed  to 
ensure  that  a  grantable  petition  under  §  1.313(c)  is  before 
an  appropriate  official  in  the  Office  of  Petitions  in  sufficient 
time  to  grant  the  petition  before  the  patent  is  issued. 
Finally,  applicants  filing  a  request  for  continued  examination 
under  §  1. 1 14  after  allowance  but  prior  to  payment  of  the  issue 
fee  are  cautioned  against  subsequently  paying  the  issue  fee 
because  doing  so  may  result  in  the  prompt  issuance  of  a  patent. 

Response  to  comments:  The  Office  received  fifteen  written 
comments  (from  Intellectual  Property  Organizations,  Law 
Firms,  Patent  Practitioners,  and  others)  in  response  to  the 
Interim  Rule.  Comments  generally  in  support  of  a  change  are 
not  discussed.  The  comments  and  the  Office's  responses  to 
those  comments  (as  well  as  the  comments  on  the  proposed 
change  to  [0015]  1.103  in  the  Patent  Business  Goals  Notice 
of  Proposed  Rulemaking)  follow: 

Comment  1:  One  comment  suggested  that  simply  applying  the 
basic  filing  fee  as  the  fee  for  continued  examination  under  35 
U.S.C.  132(b)  and  §  1.114  was  inappropriate,  as  the  Office 
does  not  need  to  conduct  any  pre-examination  processing 
when  an  applicant  requests  continued  examination  under  35 
U.S.C.  132(b)  and  §  1.114. 

Response:  The  basic  filing  fee  does  not  recover  the  Office's 
costs  of  pre-examination  processing  and  examination  of  an 
application;  rather,  this  cost  is  recovered  in  part  by  the  issue  fee 
and  maintenance  fees.  The  actual  cost  to  the  Office  (in  the 
aggregate)  of  providing  the  examination  required  by  35  U.S.C. 
131  and  132(a)  exceeds  the  basic  filing  fee.  Thus,  the  basic 
filing  fee  for  a  utihty  application  is  considered  an  "appropri- 
ate" fee  within  the  meaning  of  35  U.S.C.  132(b). 

Comment  2:  One  comment  (while  acknowledging  that  the 
issue  was  not  a  rulemaking  issue)  requested  that  the  Office 
clarify  the  impact  of  the  changes  to  35  U.S.C.  119(e)  to:  (1) 
remove  the  copendency  requirement  for  a  nonprovisional 
application  to  claim  the  benefit  of  a  provisional  apphcation; 
and  (2)  extend  the  period  of  pendency  of  a  provisional 
application  if  the  date  that  is  twelve  months  after  the  filing  date 
of  a  provisional  application  falls  on  Saturday,  Sunday,  or  a 
Federal  holiday  within  the  District  of  Columbia. 

Response:  Prior  to  enactment  of  the  American  Inventors 
Protection  Act  of  1999,  a  nonprovisional  application  claiming 
the  benefit  of  a  provisional  application  under  35  U.S.C.  119(e) 
must  have  been:  (1)  filed  not  later  than  within  twelve  months 
after  the  filing  date  of  the  provisional  application;  and  (2)  filed 
during  the  pendency  of  the  provisional  application.  Section 
4801  of  the  American  Inventors  Protection  Act  of  1999 
amended  35  U.S.C.  119(e)  to  ehminate  the  requirement  that  a 
nonprovisional  application  claiming  the  benefit  of  a  provi- 
sional application  must  have  been  filed  during  the  pendency  of 
the  provisional  application,  but  did  not  change  the  requirement 
that  a  nonprovisional  application  claiming  the  benefit  of  a 
provisional  application  be  filed  not  later  than  within  twelve 
months  after  the  filing  date  of  the  provisional  application. 

The  provisions  of  35  U.S.C.  21(b)  extend  the  twelve-month 
period  in  35  U.S.C.  119(e)(1)  to  the  next  succeeding  secular  or 
business  day  if  the  last  day  of  that  twelve-month  period  falls  on 
a  Saturday,  Sunday,  or  Federal  holiday.  See  Dubost  v.  U.S. 
Patent  and  Trademark  Office.  777  F2d  1561,  1562,  227  USPQ 
977,  977  (Fed.  Cir.  1985),  and  Ex  parte  Olah.  131  USPQ  41, 
42-43  (Bd.  Pat.  App.  1961).  The  reason  for  the  caveat  in  former 
§  1.78(a)(3)  is  that:  (1)  35  U.S.C.  119(e)(2)  formerly  required 
that  a  nonprovisional  application  claiming  the  benefit  of  a 
provisional  apphcation  must  have  been  filed  during  the  pen- 
dency of  the  provisional  application;  and  (2)  35  U.S.C. 
111(b)(5)  provides  that  a  provisional  application  will  become 
abandoned  twelve  months  after  its  fifing  date  regardless  of 
what  action  is  taken  or  fee  is  paid  in  such  provisional 
appUcation.Thus,  the  provisions  of  35  U.S.C.  21(b)  do  not 


appear  to  extend  the  twelve-month  period  in  35  U.S.C. 
111(b)(5)  to  the  next  succeeding  secular  or  business  day  if  the 
last  day  of  that  twelve-month  period  falls  on  a  Saturday, 
Sunday,  or  Federal  holiday.  The  American  Inventors  Protection 
Act  of  1999  amended  35  U.S.C.  119  to:  (1)  ehminate  the 
requirement  that  a  nonprovisional  apphcation  claiming  the 
benefit  of  a  provisional  application  must  have  been  filed  during 
the  pendency  of  the  provisional  apphcation  (35  U.S.C. 
119(e)(2));  and  (2)  extend  the  twelve-month  period  in  35 
U.S.C.  111(b)(5)  to  the  next  succeeding  secular  or  business  day 
if  the  last  day  of  that  twelve-month  period  falls  on  a  Saturday, 
Sunday,  or  Federal  holiday  (35  U.S.C.  119(e)(3)). 

The  provision  extending  the  period  of  pendency  of  a  provi- 
sional application  if  the  date  that  is  twelve  months  after  the 
fifing  date  of  a  provisional  apphcation  falls  on  Saturday, 
Sunday,  or  a  Federal  holiday  within  the  District  of  Columbia  is 
still  relevant  (notwithstanding  the  elimination  of  the  require- 
ment that  a  nonprovisional  application  claiming  the  benefit  of 
a  provisional  application  has  been  filed  during  the  pendency  of 
the  provisional  application)  as  §  1.53(c)(3)  requires  that  any 
request  to  convert  a  provisional  application  into  a  nonprovi- 
sional application  be  filed  prior  to  abandonment  of  the  provi- 
sional application. 

Comment  3:  One  comment  suggested  that  the  Office  provide 
(as  a  default)  that  a  provisional  application  is  abandoned  as  of 
its  fifing  date. 

Response:  The  rules  of  practice  (  1.138)  allow  an  apphcant  to 
file  a  letter  of  express  abandonment  in  any  application  (includ- 
ing a  provisional  application).  The  applicant  is  in  the  best 
position  to  determine  whether  a  provisional  application  should 
remain  pending  until  twelve  months  from  its  filing  date  or 
whether  it  should  be  abandoned  (expressly  or  otherwise)  prior 
to  that  date.  For  example,  an  applicant  may  wish  to  maintain 
the  pendency  of  the  provisional  application  so  that  it  can  be 
converted  under  35  U.S.C.  111(b)(5)  and  §  1.53(c)(3)  into  a 
nonprovisional  apphcation  (§  1.53(c)(3)(i)).  Therefore,  the 
Office  considers  it  inappropriate  to  provide  for  abandonment  of 
a  provisional  application  as  of  its  filing  date  as  a  default. 

Comment  4:  One  comment  suggested  that  the  Office  not 
require  a  translation  of  a  non-  English  language  provisional 
application.  The  comment  argued  that:  (1)  the  patent  statute 
does  not  permit  the  Office  to  deny  a  filing  date  to  a  non-English 
language  provisional  application  if  a  translation  is  not  pro- 
vided; (2)  provisional  applications  do  not  need  to  be  in  English 
since  they  are  never  examined;  (3)  requiring  a  translation  for 
every  non-English  language  provisional  application  requires 
more  paper  handling  by  the  Office;  (4)  requiring  a  translation 
in  every  non-English  language  provisional  appUcation  dis- 
criminates against  foreign  apphcants  and  discourages  foreign 
applicants  from  filing  provisional  applications  in  the  United 
States;  and  (5)  requiring  a  translation  in  every  non-  English 
language  provisional  application  is  not  necessary  for  national 
security  screening. Another  comment  suggested  that  the  Office 
not  require  a  translation  of  a  non-English  language  provisional 
application  if  the  provisional  application  discloses  an  invention 
made  outside  the  United  States. 

Response:  The  rules  of  practice  do  not  require  an  English 
language  translation  of  a  non-  English  language  provisional  (or 
nonprovisional)  apphcation  as  a  condition  of  according  a  fifing 
date  to  the  apphcation.  The  Office  has  proposed  to  revise  the 
rules  of  practice  to  require  an  English  language  translation  of 
a  non-English  language  provisional  application  when  the 
benefit  of  the  filing  date  of  the  provisional  application  is 
claimed  in  a  later-filed  nonprovisional  application,  and  then  the 
English  language  translation  of  the  provisional  apphcation  will 
be  required  to  be  filed  only  in  the  nonprovisional  application. 
See  Changes  to  Implement  Eighteen-Month  Publication  of 
Patent  Applications,  Notice  of  Proposed  Rulemaking,  65  FR 
17946,  17953,  17965  (Apr.  5,  2000),  1233  OflF.  Gaz.  Pat.  Office 
121,  127,  137  (Apr.  25,  2000).  Since  the  effective  prior  art  (35 
U.S.C.  102(e))  date  of  a  patent  takes  claims  under  35  U.S.C. 
119(e)  for  the  benefit  of  a  provisional  application's  fifing  date 
into  account,  but  does  not  take  claims  under  35  U.S.C. 
119(a)-(d)  for  the  benefit  of  a  foreign  appfication's  fifing  date 
into  account,  the  Office  has  a  reasonable  basis  for  having 
different  requirements  for  provisional  application  claims  under 
35  U.S.C.  119(e)  than  for  foreign  application  claims  under  35 
U.S.C.  119(a)-(d).  Obviously,  if  a  non-Enghsh-language  pro- 
visional application  is  converted  under  35  U.S.C.  111(b)(5) 
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and  §  1.53(c)(3)  into  a  nonprovisional  application,  an  English 
language  translation  will  be  required  in  the  resulting  nonpro- 
visional application. 


Comment  5:  One  comment  suggested  that  §  1.53(c)(3)  contain 
a  sentence  that  advises  applicants  that  conversion  of  a  provi- 
sional application  under  §  1.53(c)(3)  results  in  a  forfeiture  of 
rights  under  35  U.S.C.  119,  and  that  the  term  of  any  patent 
which  issues  from  the  application  will  be  measured  from  the 
initial  filing  date  of  the  provisional  application. 


Response:  The  Office  does  not  consider  it  appropriate  to 
convert  a  provisional  application  into  a  nonprovisional  appli- 
cation until  at  least  one  claim  is  present.  Thus,  §  1.53(c)(3) 
requires  the  presence  of  at  least  one  claim  before  the  Office 
will  grant  a  request  to  convert  a  provisional  application  into  a 
nonprovisional  application.  If  a  provisional  application  does 
not  contain  a  claim,  and  a  claim  is  not  filed  with  a  request  to 
convert  the  application  into  a  nonprovisional  application,  the 
Office  will  set  a  time  period  within  which  a  claim  must  be 
submitted  for  the  Office  to  grant  the  request  to  convert  the 
provisional  application  into  a  nonprovisional  application. 


Response:  Section  1.53(c)(3)  as  adopted  will  caution  appli- 
cants that  conversion  of  a  provisional  application  to  a  nonpro- 
visional application  under  §  1.53(c)(3)  will  resuU  in  the  term  of 
any  patent  to  issue  from  the  application  being  measured  from 
at  least  the  filing  date  of  the  provisional  application  for  which 
conversion  is  requested.  Section  1.53(c)(3)  will  also  provide 
that  applicants  should  consider  avoiding  this  adverse  patent 
term  impact  by  filing  a  nonprovisional  application  claiming  the 
benefit  of  the  provisional  application  under  35  U.S.C.  119(e) 
(rather  than  converting  the  provisional  application  into  a 
nonprovisional  application  pursuant  to  §  1.53(c)(3)). 


Comment  6:  One  comment  suggested  that  §  1.53(c)(3)  provide 
that  upon  conversion  of  a  provisional  application  to  a  nonpro- 
visional application,  the  nonprovisional  application  should  be 
accorded  a  filing  date  as  of  the  date  on  which  a  request  for 
conversion  of  provisional  application  to  a  nonprovisional 
application  was  filed,  but  that  the  original  filing  date  of  the 
provisional  application  should  be  preserved.  The  comment  also 
requested  clarification  on  the  order  in  which  a  nonprovisional 
application  resulting  from  conversion  of  a  provisional  appli- 
cation will  be  taken  up  for  examination. 


Response:  If  an  applicant  files  a  provisional  application  and 
subsequently  requests  that  the  provisional  application  be  con- 
verted into  (or  treated  as)  a  nonprovisional  application  (and 
that  request  is  granted),  there  remains  only  a  single  (now 
nonprovisional)  application.  For  the  Office  to  accord  the 
resulting  nonprovisional  application  a  filing  date  as  of  the  date 
on  which  a  request  for  conversion  of  provisional  application  to 
a  nonprovisional  application  was  filed,  but  somehow  preserve 
the  original  filing  date  of  the  provisional  application,  would 
require  the  Office  to  accord  two  filing  dates  to  a  single 
application.  There  is  nothing  in  the  legislative  history  of  § 
4801  of  the  American  Inventors  Protection  Act  of  1999 
indicating  that  Congress  intended  an  application  filing  scheme 
under  which  a  single  application  would  be  both  a  provisional 
application  with  one  filing  date  and  a  nonprovisional  applica- 
tion with  a  different  filing  date.  Rather,  it  appears  that  4801  of 
the  American  Inventors  Protection  Act  of  1999  simply  permits 
an  applicant  who  previously  filed  a  provisional  application  to 
have  a  "change  of  heart"  and  subsequently  have  the  application 
treated  as  (or  converted  to)  a  nonprovisional  application.  This 
change  also  lays  to  rest  the  argument  that  a  provisional 
application  is  not  a  proper  priority  application  under  Article  4 
of  the  Paris  Convention  for  the  Protection  of  Industrial 
Property  because  a  provisional  application  cannot  result  in  a 
U.S.  patent  (since  a  provisional  application  can  now  be 
converted  into  a  nonprovisional  application,  which  can  result 
in  a  U.S.  patent).  See  1180  Off.  Gaz.  Pat.  Office  131  (Nov.  28, 
1995). 


Comment  8:  Several  comments  stated  that  the  twelve-month 
period  specified  in  §  1.53(c)(3)(ii)  does  not  take  into  account 
the  pendency  extension  provided  in  1.7(b). 

Response:  The  twelve-month  period  set  forth  in  §  1.53(c)(3)(ii) 
concerning  when  a  request  to  convert  a  provisional  application 
into  a  nonprovisional  application  must  be  filed  does  not  relate 
to  the  pendency  of  the  provisional  application,  but  the  twelve- 
month period  within  which  any  nonprovisional  application 
claiming  the  benefit  of  that  provisional  application  must  be 
filed.  See  35  U.S.C.  119(e)(1).  As  discussed  above,  if  the  last 
day  of  the  twelve-month  period  set  forth  in  §  1.53(c)(3)(ii)  falls 
on  a  Saturday,  Sunday,  or  Federal  holiday,  that  period  is 
extended  to  the  next  succeeding  secular  or  business  day  by  35 
U.S.C.  21(a)  (and  1.7(a)). 

Comment  9:  One  comment  indicated  that  if  an  applicant  fails 
to  timely  reply  to  a  Notice  to  File  Missing  Parts  of  Application 
in  a  provisional  application,  the  Office  should  permit  an 
applicant  to  revive  the  provisional  application  to  file  the  filing 
fee,  surcharge,  translation,  or  whatever  else  is  missing  from  the 
provisional  application  such  that  a  nonprovisional  application 
may  claim  the  benefit  of  the  provisional  application  under  35 
U.S.C.  119(e)  and  §  1.78. 

Response:  Section  1.78(a)(3)  requires,  for  a  nonprovisional 
application  to  claim  the  benefit  of  a  provisional  application, 
that  the  provisional  application  filing  fee  be  paid  within  the 
period  specified  in  §  1.53(g),  and  that  any  English  language 
translation  be  filed  within  the  period  specified  in  1.52(d).  Thus, 
the  grant  of  a  petition  to  revive  the  provisional  application  will 
still  not  result  in  compliance  with  §  1.78(a)(3).  Rather,  the 
applicant  would  be  required  to  file  a  petition  under  §  1.183 
showing  that  circumstances  of  applicant's  failure  to  pay  the 
provisional  application  filing  fee  within  the  period  specified  in 
§  1.53(g),  or  failure  to  file  any  English  language  translation 
within  the  period  specified  in  §  1.52(d),  constitutes  an  "ex- 
traordinary situation"  in  which  "justice  requires"  a  waiver  of 
this  requirement  of  §  1.78(a)(3).  The  Office  has  proposed 
revising  the  rules  of  practice  as  to  when  an  English  language 
translation  of  a  non-English  language  provisional  is  required, 
as  well  as  the  condition  under  which  an  untimely  English 
language  translation  will  be  accepted.  See  Changes  to  Imple- 
ment Eighteen-Month  Publication  of  Patent  Applications.  65 
FR  at  17953,  17965,  1233  Off.  Gaz.  Pat.  Office  at  127,  137. 

Comment  10:  Several  comments  argued  that  the  Office  should 
retain  CPA  practice  under  §  1.53(d)  as  to  divisional  applica- 
tions, since  an  applicant  is  not  permitted  to  switch  inventions 
under  the  request  for  continued  examination  practice  set  forth 
in  §  1.114. 


The  Office  plans  to  take  up  a  nonprovisional  application 
resulting  from  conversion  of  a  provisional  application  for 
examination  based  upon  the  filing  date  of  the  request  for 
conversion  under  §  1.53(c)(3)  (rather  than  the  filing  date  of  the 
resulting  nonprovisional  application).  This  will  preserve  parity 
among  applicants  filing  a  nonprovisional  application  claiming 
the  benefit  of  an  earlier  provisional  application  and  applicants 
requesting  conversion  of  a  provisional  application  into  a 
nonprovisional  application  pursuant  to  §  1.53(c)(3). 


Comment  7:  One  comment  suggested  that  §  1.53(c)(3)  be 
amended  to  provide  that  if  a  provisional  application  does  not 
contain  a  claim,  and  a  claim  was  not  filed  with  a  request  to 
convert  the  application  into  a  nonprovisional  application,  the 
Office  will  notify  the  applicant  and  set  a  time  period  for 
submitting  a  claim  for  examination. 


Response:  CPA  practice  under  §  1.53(d)  was  adopted  in 
December  of  1997  (during  fiscal  year  1998).  See  Changes  to 
Patent  Practice  and  Procedure.  62  FR  at  53186-87,  1203  Off. 
Gaz.  Pat.  Office  at  111-12.  The  purpose  of  CPA  practice  was  to 
provide  a  mechanism  (via  the  filing  of  a  continuing  applica- 
tion) for  applicants  to  obtain  further  examination  of  an 
application  for  a  fee  (to  which  the  small  entity  reduction  in  35 
U.S.C.  41(h)  applies)  in  the  absence  of  express  statutory 
authority  for  the  Office  to  provide  further  or  continued  exami- 
nation of  an  application  for  a  fee  (to  which  the  small  entity 
reduction  applies).  See  Changes  to  Patent  Practice  and  Proce- 
dure. 62  FR  at  53142,  1203  Off.  Gaz.  Pat.  Office  at  72.  35 
U.S.C.  132(b)  now  provides  express  statutory  authority  for  the 
Office  to  provide  further  or  continued  examination  of  an 
application  for  a  fee  (to  which  the  small  entity  reduction 
applies).  Therefore,  CPA  practice  may  now  be  considered  a 
"transitional  practice"  relative  to  the  request  for  continued 
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examination  practice  set  forth  in  35  U.S.C.  132(b),  and  the 
Oifice  is  retaining  CPA  practice  only  as  to  applications  filed 
before  the  effective  date  of  request  for  continued  examination 
practice  set  forth  in  35  U.S.C.  132(b)  (May  29,  2000)  and 
design  applications. 

Divisional  CPAs  make  up  only  a  small  percentage  of  divisional 
applications  or  CPAs.  In  fiscal  year  1998,  the  Office  received 
about  12,000  divisional  applications  and  about  18,000  CPAs, 
about  400  of  which  were  divisional  CPAs.  In  fiscal  year  1999, 
the  Office  received  about  14,000  divisional  applications  and 
about  26,000  CPAs,  about  300  of  which  were  divisional  CPAs. 
Thus,  divisional  CPAs  made  up  about  three  percent  of  all 
divisional  applications  and  about  two  percent  of  all  CPAs  filed 
in  fiscal  year  1998,  and  made  up  about  two  percent  of  all 
divisional  applications  and  about  one  percent  of  all  CPAs  filed 
in  fiscal  year  1999. 

Divisional  CPAs,  however,  have  a  much  higher  than  average 
frequency  of  filing  date  petitions  (over  ten  times  higher)  than 
other  types  of  applications.  Almost  always,  the  filing  error 
resulting  in  the  need  for  a  fifing  date  petition  is  that  the 
applicant  has  filed  a  divisional  appfication  as  a  CPA  (usually 
with  a  copy  of  the  specification,  drawings,  and  oath  or 
declaration  from  the  prior  appfication)  when  the  appUcant 
meant  to  file  a  divisional  appfication  under  §  1.53(b).  The 
petition  to  convert  the  divisional  CPA  into  a  divisional  appfi- 
cation under  §  1.53(b)  usually  cannot  be  granted  because  it  is 
relatively  rare  that  the  petition  is  filed  (much  less  brought 
before  an  appropriate  deciding  official)  before  the  prior  appli- 
cation is  abandoned  as  a  result  of  being  processed  into  a  CPA. 
See  Continued  Prosecution  Application  (CPA)  Practice.  No- 
tice, 1214  Off.  Gaz.  Pat.  Office  32,  32  (Sept.  8,  1998).  In  view 
of  the  relatively  low  number  of  divisional  CPAs  and  the 
frequency  of  filing  errors  involving  divisional  CPAs,  the 
divisional  CPA  has  proven  itself  to  be  the  bane  of  CPA 
practice.  Thus,  the  elimination  of  divisional  CPA  practice 
appears  to  be  a  benefit  (rather  than  a  drawback)  to  eliminating 
CPA  practice  for  applications  (other  than  designs)  filed  on  or 
after  May  29,  2000. 

In  any  event,  retaining  CPA  practice  as  to  "divisional"  CPAs 
and  eliminating  it  as  to  "continuation"  CPAs  is  not  practical. 
The  expressions  "continuation,"  "divisional,"  and  "continua- 
tion-in-part" are  merely  terms  used  for  administrative  conve- 
nience. See  Transco  Products.  Inc.  v.  Performance  Contracting, 
Inc..  38  F.3d  551,  556,  32  USPQ2d  1077  (Fed.  Cir.  1994). 
Thus,  providing  that  a  CPA  must  be  a  "divisional"  CPA  rather 
than  a  "continuation"  CPA  would  be  meaningless,  as  it  would 
only  require  that  an  applicant  filing  a  CPA  label  the  CPA  as  a 
"divisional"  CPA. 

Section  1.53(d)(1)  restricts  CPA  practice  to  "continuation"  and 
"divisional"  CPAs  (i^,  does  not  permit  continuation-in-part 
CPAs)  through  the  requirement  that  a  CPA  disclose  and  claim 
only  subject  matter  disclosed  in  the  prior  appfication.  See  § 
1.53(d)(2)(ii).  While  §  1.53(d)  could  be  amended  to  further 
restrict  CPA  practice  to  "divisional"  appfications  that  claim 
only  subject  matter  disclosed  but  not  elected  for  examination 
in  the  prior  application,  such  a  provision  would  require  a 
restriction-type  analysis  to  detemiine  whether  a  CPA  is  proper 
under  this  revised  CPA  practice.  Retaining  CPA  practice  for  the 
few  divisional  CPAs  filed  each  year  does  not  justify  the 
complexity  that  such  a  provision  would  introduce  into  appfi- 
cation filing  procedures. 

Finally,  any  utility  or  plant  CPA  filed  on  or  after  November  29, 
2000,  is  subject  to  the  eighteen-month  publication  provisions 
of  the  American  Inventors  Protection  Act  of  1999. The  Office's 
planning  approach  to  eighteen-month  publication  involves 
obtaining  application  papers  (a  specification),  drawings,  an 
oath  or  declaration,  and  any  sequence  listing  (if  required) 
necessary  for  the  eighteen-month  publication  process  during 
the  pre-  examination  processing  of  the  appfication  in  the  Office 
of  Initial  Patent  Examination  (OIPE).  See  Changes  to  Imple- 
ment Eighteen-Month  Pubfication  of  Patent  Appfications.  No- 
tice of  Proposed  Rulemaking,  65  FR  17046,  17948-49  (Apr.  5, 
2000),  1233  Off.  Gaz.  Pat.  Office  121,  122-23  (Apr.  25,  2000). 
Since  the  Office  does  not  conduct  any  pre-  examination 
processing  of  a  CPA  in  OIPE,  the  Office's  Patent  Appfication 
Capture  and  Review  (PACR)  database  wiU  probably  not  have 
the  application  papers  (a  specification),  drawings,  an  oath  or 
declaration,  and  any  sequence  fisting  (if  required)  necessary 
for  the  eighteen-month  publication  process. Restricting  CPA 


practice  to  the  situation  in  which  the  prior  utility  or  plant 
application  was  filed  before  May  29,  2000,  will  fimit  the 
number  of  utility  or  plant  CPAs  filed  on  or  after  November  29, 
2000,  each  of  which  will  require  special  handfing  to  obtain  the 
application  papers  (a  specification),  drawings,  an  oath  or 
declaration,  and  any  sequence  listing  (if  required)  necessary 
for  the  eighteen-month  publication  process. 

Comment  1 1 :  One  comment  suggested  that  §  1.97(b)  be 
revised  to  provide  that  an  information  disclosure  statement  will 
be  considered  if  it  is  filed  within  three  months  after  the  date  of 
a  request  for  continued  examination  under  §  1.114. 

Response:  Since  a  request  for  continued  examination  is  a  reply 
under  35  U.S.C.  132,  the  applicant  may  be  entitled  to  patent 
term  adjustment  if  the  Office  does  not  act  on  an  application 
containing  a  request  for  continued  examination  under  §  1.114 
within  four  months.  See  35  U.S.C.  154(b)(l)(A)(n).  Thus,  the 
Office  cannot  delay  the  acting  on  all  applications  in  which  a 
request  for  continued  examination  under  §  1.114  is  filed  for 
three  months  to  determine  whether  an  information  disclosure 
statement  will  be  filed.  The  Office,  however,  is  adopting 
provisions  (under  §  1.103(c))  for  a  limited  suspension  of  action 
after  the  filing  of  a  request  for  continued  examination  under  § 
1.114,  under  which  an  applicant  may  obtain  additional  time 
(prior  to  the  issuance  of  the  next  Office  action)  to  provide  an 
information  disclosure  statement  (or  amendments,  or  an  affi- 
davit or  declaration)  after  the  filing  of  the  request  for  continued 
examination. 

Comment  12:  One  comment  suggested  that  the  Office  clarify 
its  statement  that  §  1.103  does  not  apply  to  requests  for 
suspension  of  action  by  the  applicant  in  an  application. 

Response:  The  Office  is  distinguishing  a  request  from  applicant 
for  the  Office  to  suspend  action  by  the  Office  from  a  request 
from  applicant  to  suspend  action  by  appficant  to  an  outstanding 
Office  requirement.  Section  1.103  applies  only  to  a  request  by 
applicant  for  the  Office  to  suspend  action  by  the  OfiBce  in  an 
appfication.  Section  1.103  does  not  apply  to  a  request  by 
appficant  to  suspend  action  (reply)  by  the  appficant  in  an 
application. 

Comment  13:  One  comment  suggested  that  the  three-month 
suspension  period  for  CPAs  should  be  available  simply  upon 
request  without  any  associated  fee,  or  a  lower  CPA  filing  fee  is 
justified  as  an  offset.  The  comment  argued  that  there  is  no 
rational  basis  for  payment  of  an  additional  fee  simply  to  have 
the  CPA  obtain  the  same  benefit  of  filing  a  prefiminary 
amendment  or  information  disclosure  statement  (IDS)  as  an 
application  under  §  1.53(b)  (non-CPA),  since  the  filing  fees  for 
both  are  the  same. 

Response:  The  comment  is  not  adopted.  Section  1.53(d)  (CPA 
practice)  was  established  to  provide  appficants  with  a  means 
for  promptly  receiving  continued  examination  of  an  applica- 
tion under  final  rejection  via  the  filing  of  a  continuing 
application.  The  normal  expectation  for  a  CPA  is  that  a  first 
Office  action  will  issue  before  any  preliminary  amendment  or 
IDS  can  be  submitted  if  the  prefiminary  amendment  or  IDS  is 
not  already  prepared  when  the  CPA  is  filed.  In  these  situations, 
applicants  have  relied  upon  not  paying  the  fifing  fee  for  the 
CPA  and  thereby  requiring  the  Office  to  mail  a  Notice  to  File 
Missing  Parts  of  Appfication  (requiring  a  payment  of  a 
surcharge).  Section  1.103(b)  now  permits  applicants  to  avoid 
the  practice  of  not  paying  the  filing  fee,  and  to  alert  the  Office 
that  submission  of  a  preliminary  amendment  or  IDS  is  being 
contemplated  (§  1.103(b)  does  not  requfi-e  a  statement  of 
reason  for  the  suspension  request  or  actual  submission  of 
anything).  The  processing  fee  required  for  a  request  for 
suspension  of  action  under  §  1.103(b)  is  to  recover  the  costs 
for:  (1)  treating  the  appfication  and  the  prefiminary  amendment 
or  IDS  separately  rather  than  being  able  to  treat  them  together 
when  the  application  is  filed;  and  (2)  for  redocketing  of  the 
application  so  that  a  first  Office  action  is  delayed. 

Comment  14:  One  comment  questioned  the  appficabifity  of  the 
exclusion  in  35  U.S.C.  103(c)  if  the  subject  matter  and  claimed 
invention  were  jointly  owned  by  two  or  more  companies  and 
subject  to  assignment  to  both  (i.e.,  whether  "person"  and 
"organization"  are  interpreted  as  including  joint  ownership  by 
multiple  persons  or  organizations). 
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Response:  The  terms  "person"  and  "organization"  in  35  U.S.C. 
103(c)  and  §  1.104(a)(5)  include  the  situation  in  which 
ownership  resides  in  more  than  one  person  or  organization, 
provided  that  the  applications  are  owned  jointly  by  the  same 
owners.  See  MPEP  706.02(I)(2). 

Comment  15:  One  comment  asked  whether  the  amendment  to 
§  1.104(c)(4)  applied  to  applications  filed  on  or  after  Novem- 
ber 29,  1999. 

Response:  The  amendment  to  35  U.S.C.  103(c)  in  4807  of  the 
American  Inventors  Protection  Act  of  1999  applies  to  any 
application  for  patent  filed  on  or  after  November  29,  1999. 
Therefore,  the  corresponding  amendment  to  §  1.104(c)(4) 
applies  to  any  application  for  patent  filed  on  or  after  November 
29,  1999. 

Comment  16:  One  comment  asked  whether  a  CPA  under  § 
i. 53(d)  filed  on  or  after  November  29,  1999,  is  an  application 
for  patent  filed  on  or  after  November  29,  1999.  such  that  the 
amendment  to  35  U.S.C.  103(c)  in  §  4807  of  the  American 
Inventors  Protection  Act  of  1999  applies  to  the  CPA. 

Response:  A  CPA  under  §  1.53(d)  filed  on  or  after  November 
29,  1999,  is  an  application  for  patent  filed  on  or  after 
November  29,  1999  (regardless  of  the  filing  date  of  the  prior 
application),  such  that  the  amendment  to  35  U.S.C.  103(c)  in  § 
4807  of  the  American  Inventors  Protection  Act  of  1999  applies 
to  the  CPA. 

Comment  17:  One  comment  suggested  that  design  applications 
not  be  excluded  from  the  request  for  continued  examination 
practice  set  forth  in  §  1.114,  which  would  permit  continued 
prosecution  application  practice  (under  §  1.53(d))  to  be  com- 
pletely phased  out  within  a  few  years. 

Response:  Section  4405(b)(2)  of  the  American  Inventors 
Protection  Act  of  1999  excludes  design  applications  from  the 
request  for  continued  examination  practice  set  forth  in  35 
U.S.C.  132(b)  and  §  1.114. 

Comment  18:  Several  comments  suggested  that  §  1.114  should 
indicate  that  the  first  action  after  filing  a  request  for  continued 
examination  may  not  be  a  final  rejection. 

Response:  The  first  action  after  the  filing  of  a  request  for 
continued  examination  under  §  1.114  may  be  made  final,  but 
only  if  the  conditions  set  forth  in  MPEP  706.07(b)  for  making 
a  first  action  final  in  a  continuing  application  are  met.  This 
practice  (first  action  final  practice)  denies  an  applicant  the 
delay  inherent  in  an  additional  Office  action  in  a  continuation 
application,  thus  compelling  the  applicant  to  draft  claims  in  a 
continuation  application  in  view  of  the  prosecution  history  of 
the  parent  application  (i.e.,  the  rejections  and  prior  art  of  record 
in  the  parent  application),  and  thus  make  a  bona  fide  effort  to 
define  the  issues  for  appeal  or  allowance.  In  re  Bogese,  22 
USPQ2d  1821,  1824-25  Comm'r  Pat.  1992).  The  Office's  need 
for  applicants  to  make  a  bona  fide  effort  to  define  the  issues  for 
appeal  or  allowance  when  filing  a  request  for  continued 
examination  under  §  1.114  remains,  notwithstanding  the 
changes  to  the  patent  term  provisions  of  35  U.S.C.  154 
contained  in  the  Uruguay  Round  Agreements  Act  (URAA). 
Pub.  L.  103-465,  108  Stat.  4809  (1994). 

Comment  19:  One  comment  stated  that  under  35  U.S.C.  132(a) 
an  applicant  is  entitled  to  persist  in  his  or  her  claim  to  a  patent, 
with  or  without  amendment,  and  that  an  applicant  is  likewise 
entitled  to  request  continued  examination  under  35  U.S.C. 
132(b)  "with  or  without  amendment."  The  comment  argues 
that  1.113  is  inconsistent  with  35  U.S.C.  132  in  that  it  requires 
an  applicant  to  appeal  or  amend  to  obtain  further  consideration 
of  the  application. 

Response:  The  second  examination  (or  "reexamination")  pro- 
vision of  35  U.S.C.  132(a)  is  implemented  in  §  1.112,  which 
does  not  require  the  applicant  to  amend  the  application. The 
continued  examination  provision  of  35  U.S.C.  132(b)  is 
implemented  in  §  1.114,  which  again  does  not  require  the 
applicant  to  amend  the  application  to  obtain  continued  exami 
nation  (a  submission  "includes,  but  is  not  limited  to.  an 
information  disclosure  statement,  an  amendment  to  the  written 
description,  claims,  or  drawings,  new  arguments,  or  new 
evidence  in  support  of  patentability"). 


Section  1.113  applies  to  applications  under  a  final  rejection  or 
action,  which  occurs  after  the  Office  has  satisfied  its  obligation 
to  examine  (35  U.S.C.  131)  and  reexamine  (35  U.S.C.  132(a)) 
the  application. Former  and  current  §  1.113  limits  the  appli- 
cant's after  final  options  to  appeal  from  or  cancellation  of  the 
rejected  claims.  Since  the  Office  is  not  required  by  35  U.S.C. 
1 32  to  provide  continued  examination  of  an  application  under 
final  rejection  or  action  (regardless  of  whether  the  applicant 
amends)  unless  the  applicant  requests  (and  pays  the  fee  for) 
continued  examination  under  35  U.S.C.  132(b)  and  §  1.114, 
the  Office  is  not  required  by  35  U.S.C.  132  to  give  applicants 
after  final  options  other  than  appeal,  cancellation  of  the 
rejected  claims,  or  continued  examination  under  §  1.114. 

Comment  20:  Several  comments  suggested  that  §  1.114 
provide  that  if  a  request  for  continued  examination  under  § 
1.114  is  accompanied  by  the  fee  but  not  a  submission,  the 
Office  will  notify  the  applicant  and  set  a  time  period  within 
which  the  deficiency  must  be  corrected.  One  comment  also 
suggested  that  §  1.114  provide  that  if  a  request  for  continued 
examination  under  §  1.114  is  filed  after  an  application  is 
allowed,  and  is  accompanied  by  the  fee  but  not  a  submission, 
the  Office  will  notify  the  applicant  and  set  a  time  period  within 
which  the  deficiency  must  be  corrected. 

Response:  The  Office  will  not  suspend  action  in  an  application 
when  a  reply  by  the  applicant  is  outstanding.  35  U.S.C.  133 
requires  an  applicant  to  "prosecute  the  application"  within  six 
months  of  an  Office  action  (or  a  shorter  period  as  set  in  the 
Office  action)  to  avoid  abandonment  of  the  application.  If  an 
applicant  files  a  request  for  continued  examination  but  does  not 
also  provide  any  submission  (in  reply  to  the  prior  Office  action) 
within  the  period  for  reply  to  the  prior  Office  action,  the 
application  is  abandoned  by  operation  of  law  (35  U.S.C.  133). 
Providing  a  different  practice  for  the  relatively  few  applica- 
tions in  which  a  request  for  continued  examination  under  § 
1 . 1 14  is  filed  after  a  notice  of  allowance  has  been  issued  would 
be  a  trap  for  the  unwary  if  relied  upon  in  an  application  subject 
to  an  Office  action  under  35  U.S.C.  132. 

The  Office  will  treat  a  request  for  continued  examination  under 
§  1.114  containing  a  bona  fide  submission  that  is  not  fully 
responsive  to  the  prior  Office  action  under  the  practice  set  forth 
in  1.135(c).  In  addition,  under  the  Umited  suspension  of  action 
provisions  of  §  1.103(c),  an  applicant  must  still  file  a  request 
for  continued  examination  practice  in  compliance  with  §  1 .1 14, 
but  may  obtain  additional  time  (prior  to  the  issuance  of  the 
next  Office  action)  to  provide  an  information  disclosure 
statement,  amendments,  or  an  affidavit  or  declaration  after  the 
filing  of  the  request  for  continued  examination. 

Comment  21:  Several  comments  suggest  that  the  Office  permit 
applicants  to  submit  an  amendment  canceling  previously 
examined  claims  and  presenting  claims  to  a  previously  non- 
elected  invention  (i.e.,  "switch  inventions")  when  filing  a 
request  for  continued  examination  under  §  1.114. 

Response:  The  Office  does  not  consider  it  appropriate  to  permit 
an  applicant  to  accumulate  patent  term  adjustment  under  35 
U.S.C.  154(b)  on  the  basis  of  the  examination  of  a  first  elected 
invention  and  to  apply  that  patent  term  adjustment  to  a  patent 
on  a  subsequently  elected  (previously  non-elected)  invention. 
If  the  Office  pennits  applicants  to  submit  an  amendment 
canceling  previously  examined  claims  and  presenting  claims  to 
a  previously  non-elected  invention  when  filing  a  request  for 
continued  examination  under  §  1.114,  the  applicant  will  be 
able  to  accumulate  patent  term  adjustment  under  35  U.S.C. 
154(b)  on  the  basis  of  the  examination  of  a  first  elected 
invention  and  to  apply  that  patent  term  adjustment  to  a  patent 
on  a  subsequently  elected  (previously  non-elected)  invention. 
Thus,  an  applicant  may  not  obtain  examination  of  a  different  or 
non-elected  invention  (e.g.,  a  divisional)  in  a  request  for 
continued  examination  under  §  1.114. 

Comment  22:  Several  comments  suggested  that  §  1.116  should 
continue  to  permit  entry  of  an  amendment  after  final  rejection 
upon  a  showing  of  good  and  sufficient  reasons  why  the 
amendment  is  necessary  and  was  not  presented  earlier. 

Response:  Section  1.116(c)  permits  entry  of  an  amendment 
after  final  rejection  upon  a  showing  of  good  and  sufficient 
reasons  why  the  amendment  is  necessary  and  was  not  pre- 
sented earlier. 
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Comment  23:  One  comment  noted  that  §  1.85(c)  permitted 
applicants  to  file  corrected  drawings  after  payment  of  the  issue 
fee,  and  questioned  how  minor  amendments  to  the  specifica- 
tion (for  consistency  with  the  corrected  drawings)  may  be  filed 
after  payment  of  the  issue  fee  in  view  of  the  changes  to  §§ 
1.312  and  1.313. 

Response:  Section  1.85  will  be  amended  to  provide  that  the 
three-month  period  set  in  notice  of  allowability  for  submission 
of  any  outstanding  corrected  or  formal  drawings  is  not  extend- 
able under  §  1.136(a)  or  (b).  Thus,  any  corrected  or  formal 
drawings  (and  conforming  amendments  to  the  specification) 
should  be  submitted  on  or  before  the  date  the  issue  fee  is  paid. 

Comment  24:  One  comment  suggested  that  the  Office  must 
allow  for  amendments  after  payment  of  the  issue  fee  because 
the  Office  often  does  not  rule  on  an  amendment  under  §  1.312 
submitted  prior  to  payment  of  the  issue  fee  until  after  the 
period  for  payment  of  the  issue  fee  has  expired. 

Response:  Section  1.312  is  not  intended  to  be  used  for 
continued  examination  of  an  application.  See  MPEP  714.16. 
Any  amendments  considered  necessary  by  the  applicant  should 
be  completed  before  a  notice  of  allowance  is  issued  in  the 
application.  Applicants  should  not  be  submitting  a  series  of 
amendments  after  issuance  of  a  notice  of  allowance  to  deter- 
mine what  changes  the  examiner  will  permit  under  §  1.312. 

Cortmient  25:  One  comment  suggested  that  §  1.313(a)  be 
amended  to  state  that  an  application  may  be  withdrawn  from 
issue  prior  to  payment  of  the  issue  fee  for  consideration  of  a 
request  for  continued  examination  under  §  1.114.  The  comment 
argued  that  an  applicant  should  not  be  forced  to  pay  the  issue 
fee  while  waiting  to  see  whether  an  application  will  be 
withdrawn  from  issue  to  consider  a  request  for  continued 
examination  under  §  1.114. 

Response:  Section  1.313(a)  is  being  amended  to  provide  that  it 
is  not  necessary  to  file  a  petition  to  withdraw  an  application 
from  issue  if  a  request  for  continued  examination  under  §  1.114 
is  filed  prior  to  payment  of  the  issue  fee. 

Comment  26:  One  comment  suggested  that  a  grantable  petition 
under  §  1.313(c)  to  withdraw  an  application  from  issue  be 
considered  effective  on  the  filing  date  of  the  petition,  rather 
than  on  the  date  an  Office  official  acts  on  the  petition. 

Response:  The  withdrawal  of  an  application  from  issue  after 
payment  of  the  issue  fee  is  not  considered  a  ministerial  act; 
rather,  the  Office  will  withdraw  an  application  from  issue  only 
when  the  Office  determines  that  the  conditions  specified  in  § 
1.313(b)  or  §  1.313(c)  are  satisfied.  See  Harley  v.  Lehman,  981 
F.  Supp.  9,  44  USPQ2d  1699  (D.D.C.  1997).  Therefore,  the 
Office  does  not  consider  it  appropriate  to  consider  a  petition  to 
withdraw  an  application  from  issue  after  payment  of  the  issue 
fee  to  be  effective  on  the  filing  date  of  the  petition. 

Classification 

Administrative  Procedure  Act:  The  changes  in  this  final  rule 
concern  only  the  manner  by  which  an  applicant  obtains 
continued  examination  of  a  nonprovisional  application,  re- 
quests conversion  of  a  provisional  application  into  a  nonpro- 
visional application,  or  claims  the  benefit  of  a  provisional 
application,  as  provided  for  in  §§  4403  and  4801  of  the 
American  Inventors  Protection  Act  of  1999  (Title  IV  of  S. 
1948,  incorporated  into  Pub.  L.  106-113).  Therefore,  prior 
notice  and  an  opportunity  for  public  comment  are  not  required 
pursuant  to  5  U.S.C.  553(b)(A)  (or  any  other  law),  and 
thirty-day  advance  publication  is  not  required  pursuant  to  5 
U.S.C.  553(d)  (or  any  other  law). 

Regulatory  Flexibility  Act:  As  prior  notice  and  an  opportunity 
for  public  comment  are  not  required  pursuant  to  5  U.S.C.  553 
(or  any  other  law),  the  analytical  requirements  of  the  Regula- 
tory Flexibility  Act  (5  U.S.C.  601  et  seq.)  are  inapplicable. 

Executive  Order  13132:  This  final  rule  does  not  contain 
policies  with  federalism  implications  sufficient  to  warrant 
preparation  of  a  Federalism  Assessment  under  Executive  Order 
13132  (August  4,  1999). 


Executive  Order  12866:  This  final  rule  has  been  determined 
to  be  not  significant  for  purposes  of  Executive  Order  12866 
(September  30,  1993). 

Paperwork  Reduction  Act:  This  final  rule  involves  informa- 
tion collection  requirements  which  are  subject  to  review  by  the 
Office  of  Management  and  Budget  (OMB)  under  the  Paper- 
work Reduction  Act  of  1995  (44  U.S.C.  3501  et  seq.).  The 
collections  of  information  involved  in  this  final  rule  have  been 
reviewed  and  previously  approved  by  OMB  under  the  follow- 
ing control  numbers:  0651-0031,  0651-0032,  and  0651-0033. 
The  United  States  Patent  and  Trademark  Office  is  not  resub- 
mitting information  collection  packages  to  OMB  for  its  review 
and  approval  because  the  changes  in  this  final  rule  do  not  affect 
the  information  collection  requirements  associated  with  the 
information  collections  under  these  OMB  control  numbers. 

The  title,  description,  and  respondent  description  of  each  of  the 
information  collections  are  shown  below  with  an  estimate  of 
each  of  the  annual  reporting  burdens.  Included  in  each  estimate 
is  the  time  for  reviewing  instructions,  gathering  and  maintain- 
ing the  data  needed,  and  completing  and  reviewing  the 
collection  of  information.  The  principal  impact  of  the  changes 
in  this  final  rule  is  to  implement  the  changes  to  Office  practice 
necessitated  by  4403,  4801,  and  4807  of  the  American  Inven- 
tors Protection  Act  of  1999. 

OMB  Number:  0651-0031. 

Title:  Patent  Processing  (Updating). 

Form  Numbers:  PTO/SB/08/21-27/30/31/42/43/61/62/63/ 
64/67/68/91/92/96/97. 

Type  of  Review:  Approved  through  October  of  2002. 

Affected  Pubhc:  Individuals  or  Households,  Business  or 
Other  For-Profit  Institutions,  Not-for-Profit  Institutions  and 
Federal  Government. 

Estimated  Number  of  Respondents:  2,231,365. 

Estimated  Time  Per  Response:  0.46  hours. 

Estimated  Total  Annual  Burden  Hours:  1,018,736  hours. 

Needs  and  Uses:  During  the  processing  of  an  application  for 
a  patent,  the  applicant/agent  may  be  required  or  desire  to 
submit  additional  information  to  the  United  States  Patent  and 
Trademark  Office  concerning  the  examination  of  a  specific 
application.The  specific  information  required  or  which  may  be 
submitted  includes:  Information  Disclosure  Statements;  Termi- 
nal Disclaimers;  Petitions  to  Revive;  Express  Abandonments; 
Appeal  Notices;  Petitions  for  Access;  Powers  to  Inspect; 
Certificates  of  Mailing  or  Transmission;  Statements  under  § 
3.73(b);  Amendments,  Petitions  and  their  Transmittal  Letters; 
and  Deposit  Account  Order  Forms. 

OMB  Number:  0651-0032. 

Title:  Initial  Patent  Application. 

Form  Number:  PTO/SB/01-07/13PCT/17-19/29/101-110. 

Type  of  Review:  Approved  through  October  of  2002. 

Affected  Public:  Individuals  or  Households,  Business  or 
Other  For-Profit,  Not-for-Profit  Institutions  and  Federal  Gov- 
ernment. 

Estimated  Number  of  Respondents:  334,100. 

Estimated  Time  Per  Response:  8.95  hours. 

Estimated  Total  Annual  Burden  Hours:  2,990,260  hours. 

Needs  and  Uses:  The  purpose  of  this  information  collection 
is  to  permit  the  United  States  Patent  and  Trademark  Office  to 
determine  whether  an  application  meets  the  criteria  set  forth  in 
the  patent  statute  and  regulations.  The  standard  Fee  Transmittal 
form;  New  Utihty  Patent  Apphcation  Transmittal  form.  New 
Design  Patent  Application  Transmittal  form.  New  Plant  Patent 
Application  Transmittal  form,  Declaration,  and  Plant  Patent 
Application  Declaration  will  assist  applicants  in  complying 
with  the  requirements  of  the  patent  statute  and  regulations,  and 
will  further  assist  the  United  States  Patent  and  Trademark 
Office  in  processing  and  examination  of  the  application. 

OMB  Number:  0651-0033. 

Title:  Post  Allowance  and  Refiling. 

Form  Numbers:  PTO/SB/13/14/44/50-57;  PTOL-85b. 

Type  of  Review:  Approved  through  September  of  2000. 

Affected  Public:  Individuals  or  Households,  Business  or 
Other  For-Profit,  Not-for-Profit  Institutions  and  Federal  Gov- 
ernment. 

Estimated  Number  of  Respondents:  135,250. 

Estimated  Time  Per  Response:  0.325  hour. 

Estimated  Total  Annual  Burden  Hours:  43,893  hours. 
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Needs  and  Uses:  This  collection  of  information  is  required 
to  administer  the  patent  laws  pursuant  to  title  35,  U.S.C., 
concerning  the  issuance  of  patents  and  related  actions  includ- 
ing correcting  errors  in  printed  patents,  refiling  of  patent 
applications,  requesting  reexamination  of  a  patent,  and  re- 
questing a  reissue  patent  to  correct  an  error  in  a  patent.  The 
affected  public  includes  any  individual  or  institution  whose 
application  for  a  patent  has  been  allowed  or  who  takes  action 
as  covered  by  the  applicable  rules. 

Comments  are  invited  on:  (1)  whether  the  collection  of 
information  is  necessary  for  proper  performance  of  the  func- 
tions of  the  agency;  (2)  the  accuracy  of  the  agency's  estimate 
of  the  burden;  (3)  ways  to  enhance  the  quality,  utility,  and 
clarity  of  the  information  to  be  collected;  and  (4)  ways  to 
minimize  the  burden  of  the  collection  of  information  to 
respondents. 

Interested  persons  are  requested  to  send  comments  regarding 
these  information  collections,  including  suggestions  for  reduc- 
ing this  burden,  to  Robert  J.  Spar,  Director,  OfBce  of  Patent 
Legal  Administration,  United  States  Patent  and  Trademark 
OfBce.  Washington,  D.C.  20231,  or  to  the  Office  of  Informa- 
tion and  Regulatory  Affairs,  0MB,  725  17th  Street,  N.W., 
Washington,  D.C.  20503,  (Attn:  Desk  Officer  for  the  United 
States  Patent  and  Trademark  Office). 

Notwithstanding  any  other  provision  of  law,  no  person  is 
required  to  respond  to  nor  shall  a  person  be  subject  to  a  penalty 
for  failure  to  comply  with  a  collection  of  information  subject  to 
the  requirements  of  the  Paperwork  Reduction  Act  unless  that 
collection  of  information  displays  a  currently  valid  0MB 
control  number. 

List  of  Subjects 

37  CFR  Part  1 

Administrative  practice  and  procedure.  Courts,  Freedom  of 
Information,  Inventions  and  patents.  Reporting  and  record 
keeping  requirements.  Small  Businesses. 

For  the  reasons  set  forth  in  the  preamble,  the  interim  rule 
amending  37  CFR  Part  1  which  was  published  at  65  FR 
14865-14873  on  March  20,  2000,  is  adopted  as  final  with  the 
following  changes: 

PART  1  -  RULES  OF  PRACTICE  IN  PATENT  CASES 

1 .  The  authority  citation  for  37  CFR  Part  1  continues  to  read  as 
follows: 

Authority:  35  U.S.C.  2(b)(2). 

2.  Section  1.53  is  amended  by  revising  paragraph  (c)(3)  to  read 
as  follows: 

§  1.53  Application  number,  filing  date,  and  completion  of 
application. 

^    :^    :{(     :ic    rf: 


(c) 


^    ^    ^ 


(3)  A  provisional  application  filed  under  paragraph  (c)  of 
this  section  may  be  converted  to  a  nonprovisional  application 
filed  under  paragraph  (b)  of  this  section  and  accorded  the 
original  filing  date  of  the  provisional  application.  The  conver- 
sion of  a  provisional  application  to  a  nonprovisional  applica- 
tion will  not  result  in  either  the  refund  of  any  fee  properly  paid 
in  the  provisional  application  or  the  application  of  any  such  fee 
to  the  filing  fee,  or  any  other  fee,  for  the  nonprovisional 
application.  Conversion  of  a  provisional  application  to  a 
nonprovisional  appHcation  under  this  paragraph  will  result  in 
the  term  of  any  patent  to  issue  from  the  application  being 
measured  from  at  least  the  filing  date  of  the  provisional 
application  for  which  conversion  is  requested.  Thus,  applicants 
should  consider  avoiding  this  adverse  patent  term  impact  by 
filing  a  nonprovisional  application  claiming  the  benefit  of  the 
provisional  application  under  35  U.S.C.  119(e)  (rather  than 
converting  the  provisional  application  into  a  nonprovisional 
application  pursuant  to  this  paragraph).  A  request  to  convert  a 
provisional  application  to  a  nonprovisional  application  must  be 
accompanied  by  the  fee  set  forth  in  §  1.17(i)  and  an  amend- 


ment including  at  least  one  claim  as  prescribed  by  the  second 
paragraph  of  35  U.S.C.  112,  unless  the  provisional  application 
under  paragraph  (c)  of  this  section  otherwise  contains  at  least 
one  claim  as  prescribed  by  the  second  paragraph  of  35  U.S.C. 
112.  The  nonprovisional  application  resulting  from  conversion 
of  a  provisional  application  must  also  include  the  filing  fee  for 
a  nonprovisional  application,  an  oath  or  declaration  by  the 
applicant  pursuant  to  §§  1.63,  1.162,  or  1.175,  and  the 
surcharge  required  by  §  1.16(e)  if  either  the  basic  filing  fee  for 
a  nonprovisional  application  or  the  oath  or  declaration  was  not 
present  on  the  filing  date  accorded  the  resulting  nonprovisional 
application  (i.e.,  the  filing  date  of  the  original  provisional 
application).  A  request  to  convert  a  provisional  application  to 
a  nonprovisional  application  must  also  be  filed  prior  to  the 
earliest  of: 

(i)  Abandonment  of  the  provisional  application  filed  under 
paragraph  (c)  of  this  section;  or 

(ii)  Expiration  of  twelve  months  after  the  filing  date  of  the 
provisional  application  filed  under  paragraph  (c)  of  this  sec- 
tion. 


3.  Section  1.103  is  revised  to  read  as  follows: 


§  1.103  Suspension  of  action  by  the  OfBce. 

(a)  Suspension  for  cause.  On  request  of  the  applicant,  the 
Office  may  grant  a  suspension  of  action  by  the  Office  under  this 
paragraph  for  good  and  sufficient  cause. The  Office  will  not 
suspend  action  if  a  reply  by  applicant  to  an  Office  action  is 
outstanding.  Any  petition  for  suspension  of  action  under  this 
paragraph  must  specify  a  period  of  suspension  not  exceeding 
six  months.  Any  petition  for  suspension  of  action  under  this 
paragraph  must  also  include: 

(1)  A  showing  of  good  and  sufficient  cause  for  suspension  of 
action;  and 

(2)  The  fee  set  forth  in  §  1.17(h),  unless  such  cause  is  the 
fault  of  the  Office. 

(b)  Limited  suspension  of  action  in  a  continued  prosecution 
application  (CPA)  filed  under  §  1.53(d).  On  request  of  the 
applicant,  the  Office  may  grant  a  suspension  of  action  by  the 
Office  under  this  paragraph  in  a  continued  prosecution  appli- 
cation filed  under  §  1.53(d)  for  a  period  not  exceeding  three 
months.  Any  request  for  suspension  of  action  under  this 
paragraph  must  be  filed  with  the  request  for  an  application  filed 
under  §  1.53(d),  specify  the  period  of  suspension,  and  include 
the  processing  fee  set  forth  in  §  1.17(i). 

(c)  Limited  suspension  of  action  after  a  request  for  contin- 
ued examination  (RCE)  under  §  1.114.  On  request  of  the 
applicant,  the  Office  may  grant  a  suspension  of  action  by  the 
Office  under  this  paragraph  after  the  filing  of  a  request  for 
continued  examination  in  compliance  with  §  1.114  for  a  period 
not  exceeding  three  months.  Any  request  for  suspension  of 
action  under  this  paragraph  must  be  filed  with  the  request  for 
continued  examination  under  §  1.114,  specify  the  period  of 
suspension,  and  include  the  processing  fee  set  forth  in  § 
1.17(i). 

(d)  Notice  of  suspension  on  initiative  of  the  Office.  The 
Office  will  notify  applicant  if  the  Office  suspends  action  by  the 
Office  on  an  application  on  its  own  initiative. 

(e)  Suspension  of  action  for  public  safety  or  defense.  The 
Office  may  suspend  action  by  the  Office  by  order  of  the 
Commissioner  if  the  following  conditions  are  met: 

(1)  The  application  is  owned  by  the  United  States; 

(2)  Publication  of  the  invention  may  be  detrimental  to  the 
public  safety  or  defense;  and 

(3)  The  appropriate  department  or  agency  requests  such 
suspension. 

(f)  Statutory  invention  registration.  The  Office  will  suspend 
action  by  the  Office  for  the  entire  pendency  of  an  application 
if  the  Office  has  accepted  a  request  to  publish  a  statutory 
invention  registration  in  the  application,  except  for  purposes 
relating  to  patent  interference  proceedings  under  Subpart  E  of 
this  part. 


4.  Section  1.114  is  revised  to  read  as  follows: 
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§  1.114  Request  for  continued  examination. 

(a)  If  prosecution  in  an  application  is  closed,  an  applicant 
may  request  continued  examination  of  the  application  by  filing 
a  submission  and  the  fee  set  forth  in  §  1.17(e)  prior  to  the 
earhest  of: 

(1)  Payment  of  the  issue  fee,  unless  a  petition  under  §  1.313 
is  granted; 

(2)  Abandonment  of  the  appUcation;  or 

(3)  The  filing  of  a  notice  of  appeal  to  the  U.S.  Court  of 
Appeals  for  the  Federal  Circuit  under  35  U.S.C.  141,  or  the 
commencement  of  a  civil  action  under  35  U.S.C.  145  or  146, 
unless  the  appeal  or  civil  action  is  terminated. 

(b)  Prosecution  in  an  application  is  closed  as  used  in  this 
section  means  that  the  apphcation  is  under  appeal,  or  that  the 
last  Of&ce  action  is  a  final  action  (§  1.113),  a  notice  of 
allowance  (§  1.311),  or  an  action  that  otherwise  closes  pros- 
ecution in  the  apphcation. 

(c)  A  submission  as  used  in  this  section  includes,  but  is  not 
limited  to,  an  information  disclosure  statement,  an  amendment 
to  the  written  description,  claims,  or  drawings,  new  arguments, 
or  new  evidence  in  support  of  patentability.  If  reply  to  an 
Office  action  under  35  U.S.C.  132  is  outstanding,  the  submis- 
sion must  meet  the  reply  requirements  of  §  1.111. 

(d)  If  an  applicant  timely  files  a  submission  and  fee  set  forth 
in  §  1.17(e),  the  Office  will  withdraw  the  finality  of  any  Office 
action  and  the  submission  will  be  entered  and  considered.  If  an 
applicant  files  a  request  for  continued  examination  under  this 
section  after  appeal,  but  prior  to  a  decision  on  the  appeal,  it 
will  be  treated  as  a  request  to  withdraw  the  appeal  and  to 
reopen  prosecution  of  the  application  before  the  examiner.An 
appeal  brief  under  §  1. 192  or  a  reply  brief  under  §  1. 193(b),  or 
related  papers,  will  not  be  considered  a  submission  under  this 
section. 

(e)  The  provisions  of  this  section  do  not  apply  to: 

(1)  A  provisional  apphcation; 

(2)  An  application  for  a  utihty  or  plant  patent  filed  under  35 
U.S.C.  111(a)  before  June  8,  1995; 

(3)  An  international  application  filed  under  35  U.S.C.  363 
before  June  8,  1995; 

(4)  An  application  for  a  design  patent;  or 

(5)  A  patent  under  reexamination. 


5.  Section  1.313  is  amended  by  revising  paragraphs  (a)  and 
(c)(2)  to  read  as  follows: 


§  1.313  Withdrawal  from  issue. 

(a)  AppUcations  may  be  withdrawn  from  issue  for  further 
action  at  the  initiative  of  the  Office  or  upon  petition  by  the 
applicant.  To  request  that  the  Office  withdraw  an  application 
from  issue,  applicant  must  file  a  petition  under  this  section 
including  the  fee  set  forth  in  §  1.17(h)  and  a  showing  of  good 
and  sufficient  reasons  why  withdrawal  of  the  application  from 
issue  is  necessary.  A  petition  under  this  section  is  not  required 
if  a  request  for  continued  examination  under  §  1.114  is  filed 
prior  to  payment  of  the  issue  fee.If  the  Office  withdraws  the 
application  from  issue,  the  Office  will  issue  a  new  notice  of 
allowance  if  the  Office  again  allows  the  application. 


*  *  *  * 


(c) 


(2)  Consideration  of  a  request  for  continued  examination  in 
compliance  with  §  1.114;  or 
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Q.  Todd  Dickinson 

Under  Secretary  of  Commerce  for 

Intellectual  Property  and  Director  of  the 

United  States  Patent  and  Trademark  Office 

[1238  OG  13] 


(144) 

^  Department  of  Commerce 

Patent  and  Trademark  OflBce 

37  CFR  Parts  1  and  3 

[Docket  No.  9504087-5087-01] 

RIN:  0651-AA76 

Changes  to  Implement  20- Year  Patent 
Term  and  Provisional  Applications 

Agency:  Patent  and  Trademark  Office,  Commerce. 

Action:  Final  rule. 

Summary:  The  Patent  and  Trademark  Office  (PTO)  is  amend- 
ing the  rules  of  practice  in  patent  cases.  Parts  1  and  3  of  title 
37,  Code  of  Federal  Regulations,  to  estabUsh  procedures  for: 
(1)  filing  and  processing  provisional  application  papers;  (2) 
calculating  the  length  of  any  patent  term  extension  to  which  an 
applicant  is  entitled  where  the  issuance  of  a  patent  on  an 
application  filed  on  or  after  June  8,  1995  (the  implementation 
date  of  the  20-year  patent  term  provisions  of  the  Uruguay 
Round  Agreements  Act),  other  than  for  designs,  was  delayed 
due  to  interference  proceedings,  the  imposition  of  a  secrecy 
order  and/or  appellate  review;  and  (3)  implementing  certain 
transitional  provisions  contained  in  the  Uruguay  Round  Agree- 
ments Act. 

Effective  Date:  June  8,  1995. 

For  Further  Information  Contact:  Magdalen  Y.  Greenlief  or 
John  F.  Gonzales,  Senior  Legal  Advisors,  Office  of  the  Deputy 
Assistant  Commissioner  for  Patent  Policy  and  Projects,  by 
telephone  at  (703)  305-9285,  by  fax  at  (703)  308-6916  or  by 
mail  marked  to  their  attention  and  addressed  to  the  Commis- 
sioner of  Patents  and  Trademarks,  Box  DAC,  Washington, 
D.C.  20231. 

Supplementary  Information:  The  Uruguay  Round  Agreements 
Act  (Public  Law  103-465)  was  enacted  on  December  8,  1994. 
Public  Law  103-465  amends  35  U.S.C.  154  to  provide  that  the 
term  of  patent  protection  begins  on  the  date  of  grant  and  ends 
20  years  from  the  fihng  date  of  the  application.  The  amend- 
ment applies  to  all  utility  and  plant  patents  issued  on  applica- 
tions having  an  actual  United  States  appUcation  filing  date  on 
or  after  June  8,  1995.  Specifically,  35  U.S.C.  154(a)(2),  as 
contained  in  Public  Law  103-465,  provides  that  the  patent  term 
will  begin  on  the  date  on  which  the  patent  issues  and  will  end 
twenty  years  from  the  date  on  which  the  apphcation  was  filed 
in  the  United  States.  If  the  application  contains  a  specific 
reference  to  an  earlier  application  under  35  U.S.C.  120,  121  or 
365(c),  the  patent  term  will  end  twenty  years  from  the  date  on 
which  the  earliest  application  referred  to  was  filed.  As 
amended  by  PubUc  Law  103-465,  35  U.S.C.  154  does  not  take 
into  account  for  determination  of  the  patent  term  any  applica- 
tion on  which  priority  is  claimed  under  35  U.S.C.  119,  365(a) 
or  365(b). 

Under  35  U.S.C.  154(b)(1),  as  contained  in  PubUc  Law 
103-465,  if  the  issuance  of  an  original  patent  is  delayed  due  to 
interference  proceedings  under  35  U.S.C.  135(a)  or  because 
the  application  is  placed  under  a  secrecy  order  under  35  U.S.C. 
181,  the  term  of  the  patent  shall  be  extended  for  the  period  of 
delay,  but  in  no  case  more  than  five  (5)  years. 

Under  35  U.S.C.  154(b)(2),  as  contained  in  PubUc  Law 
103-465,  if  the  issuance  of  a  patent  is  delayed  due  to  appeUate 
review  by  the  Board  of  Patent  Appeals  and  Interferences  or  by 
a  Federal  court  and  the  patent  is  issued  pursuant  to  a  decision 
in  the  review  reversing  an  adverse  determination  of  patentabil- 
ity, the  term  of  the  patent  shall  be  extended  for  a  period  of  time 
but  in  no  case  more  than  five  (5)  years.  However,  a  patent  shall 
not  be  eligible  for  extension  under  35  U.S.C.  154(b)(2)  if  the 
patent  is  subject  to  a  terminal  disclaimer  due  to  the  issuance  of 
another  patent  claiming  subject  matter  that  is  not  patentably 
distinct  from  that  under  appellate  review. 

Under  35  U.S.C.  154(b)(3)(B)  and  154(b)(3)(C),  as  con- 
tained in  Public  Law  103-465,  the  period  of  extension  under  35 
U.S.C.  154(b)(2)  shaU  be  reduced  by  any  time  attributable  to 
appellate  review  before  the  expiration  of  three  (3)  years  from 
the  filing  date  of  the  application  and  for  any  period  of  time 
during  which  the  applicant  for  patent  did  not  act  with  due 
diligence,  as  determined  by  the  Commissioner. 

Under  35  U.S.C.  154(b)(4),  as  contained  in  PubUc  Law 
103-465,  the  total  duration  of  all  extensions  of  a  patent  under 
35  U.S.C.  154(b)  shall  not  exceed  five  (5)  years. 
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The  provisions  for  patent  term  extension  under  35  U.S.C. 
154(b)  are  separate  from  and  in  addition  to  the  patent  term 
extension  provisions  of  35  U.S.C.  156.  The  patent  term 
extension  provisions  of  35  U.S.C.  154(b)  are  designed  to 
compensate  the  patent  owner  for  delays  in  issuing  a  patent, 
whereas  the  patent  term  extension  provisions  of  35  U.S.C.  156 
are  designed  to  restore  term  lost  to  premarket  regulatory 
review  after  the  grant  of  a  patent.  In  order  to  prevent  a  term 
extension  under  35  U.S.C.  154(b)  from  precluding  a  term 
extension  under  35  U.S.C.  156.  Public  Law  103-465  amends 
35  U.S.C.  156(a)(2)  to  specify  that  the  term  has  never  been 
extended  under  35  U.S.C.  156(e)(1). 

The  20-year  patent  term  provision  is  contained  in  35  U.S.C. 
154,  as  amended  by  Public  Law  103-465.  Section  154  of  title 
35.  United  States  Code,  apphes  to  utility  and  plant  patents,  but 
not  to  design  patents.  The  term  of  a  design  patent  is  defined  in 
35  U.S.C.  173  as  fourteen  (14)  years  from  the  date  of  grant. 
Therefore,  the  patent  term  and  patent  term  extension  provi- 
sions set  forth  in  35  U.S.C.  154.  as  amended  by  Public  Law 
103-465.  do  not  apply  to  patents  for  designs. 

In  addition.  Public  Law  103-465  establishes  a  domestic 
priority  system.  In  accordance  with  the  provisions  of  the  Paris 
Convention  for  the  Protection  of  Industrial  Property,  the  term 
of  a  patent  cannot  include  the  Paris  Convention  priority  period. 
Public  Law  103-465  provides  a  mechanism  to  enable  appli- 
cants to  quickly  and  inexpensively  file  provisional  applica- 
tions. Applicants  will  be  entitled  to  claim  the  benefit  of  priority 
in  a  given  application  based  upon  a  previously  filed  provisional 
application  in  the  United  States.  The  domestic  priority  period 
will  not  count  in  the  measurement  of  the  term. 

Section  1 1 1  of  title  35.  United  States  Code,  was  amended  by 
Public  Law  103-465  to  provide  for  the  filing  of  a  provisional 
application  on  or  after  June  8,  1995.  Section  41(a)(1)  of  title 
35,  United  States  Code,  was  amended  by  Public  Law  103-465 
to  provide  a  $150.00  fifing  fee  for  each  provisional  application, 
subject  to  a  fifty  (50)  percent  reduction  for  a  small  entity.  The 
requirements  for  obtaining  a  filing  date  for  a  provisional 
application  are  the  same  as  those  which  previously  existed  for 
an  appfication  filed  under  35  U.S.C.  Ill,  except  that  no  claim 
or  claims  as  set  forth  in  35  U.S.C.  112,  second  paragraph,  is 
required.  Moreover,  no  oath/declaration  as  set  forth  in  35 
U.S.C.  115  is  required.  The  provisional  application  is  also  not 
subject  to  the  provisions  of  35  U.S.C.  131,  135  and  157,  i.e.,  a 
provisional  application  will  not  be  examined  for  patentability, 
placed  in  interference  or  made  the  subject  of  a  statutory 
invention  registration.  Further,  the  provisional  application  will 
automatically  be  abandoned  no  later  than  twelve  (12)  months 
after  its  filing  date  and  will  not  be  subject  to  revival  to  restore 
it  to  pending  status  beyond  a  date  which  is  after  twelve  (12) 
months  from  its  filing  date.  A  provisional  appfication  will  not 
be  entitled  to  claim  priority  benefits  based  on  any  other 
application  under  35  U.S.C.  119,  120,  121  or  365. 

Also,  Pubfic  Law  103-465  amended  35  U.S.C.  119  to  allow 
an  applicant  to  claim  the  benefit  of  the  filing  date  of  one  or 
more  copending  provisional  applications  in  a  later  filed  appli- 
cation for  patent  under  35  U.S.C.  111(a)  or  363.  The  later  filed 
application  for  patent  under  35  U.S.C.  111(a)  or  363  must  be 
filed  by  an  inventor  or  inventors  named  in  the  copending 
provisional  application  not  later  than  12  months  after  the  date 
on  which  the  provisional  application  was  filed  and  must 
contain  or  be  amended  to  contain  a  specific  reference  to  the 
provisional  application.  The  provisional  application  must  dis- 
close an  invention  which  is  claimed  in  the  application  for 
patent  under  35  U.S.C.  111(a)  or  363  in  the  manner  provided 
by  the  first  paragraph  of  35  U.S.C.  112.  In  addition,  the 
provisional  application  must  be  pending  on  the  filing  date  of 
the  appfication  for  patent  under  35  U.S.C.  111(a)  or  363  and 
the  filing  fee  set  forth  in  subparagraph  (A)  or  (C)  of  35  U.S.C. 
41(a)(1)  must  be  paid. 

Since  35  U.S.C.  154(a)(3),  as  contained  in  Public  Law 
103-465.  excludes  from  the  determination  of  the  patent  term 
any  application  on  which  priority  is  claimed  under  35  U.S.C. 
119,  365(a)  or  365(b),  the  filing  date  of  a  provisional  applica- 
tion is  not  considered  in  determining  the  term  of  any  patent. 

Section  119(e)(1)  of  title  35,  United  States  Code,  provides 
that  if  aU  of  the  conditions  of  35  U.S.C.  119(e)(1)  and  (e)(2) 
are  met,  an  application  for  patent  filed  under  35  U.S.C.  111(a) 
or  363  shaU  have  the  same  effect  as  though  filed  on  the  date  of 
the  provisional  application.  Thus,  the  effective  United  States 
filing  date  of  an  application  for  patent  filed  under  35  U.S.C. 
111(a).  and  entitled  to  benefits  under  35  U.S.C.  119(e),  is  the 
filing  date  of  the  provisional  application.  Any  patent  granted  on 
such  an  application,  is  prior  art  under  35  U.S.C.  102(e)  as  of 
the  filing  date  of  the  provisional  application. 


Likewise,  the  effective  United  States  filing  date  of  a  patent 
issued  on  an  international  application  filed  under  35  U.S.C. 
363,  and  entitled  to  benefits  under  35  U.S.C.  119(e),  is  the 
filing  date  of  the  provisional  application,  except  for  the 
purpose  of  applying  that  patent  as  prior  art  under  35  U.S.C. 
102(e).  For  that  purpose  only,  35  U.S.C.  102(e)  defines  the 
filing  date  of  the  international  application  as  the  date  the 
requirements  of  35  U.S.C.  371(c)(1),  (c)(2)  and  (c)(4)  were 
fulfilled. 

Public  Law  103-465  further  includes  transitional  provisions 
for  limited  reexamination  in  certain  applications  pending  for 
two  (2)  years  or  longer  as  of  June  8,  1995,  taking  into  account 
any  reference  to  any  earlier  application  under  35  U.S.C.  120, 
121  or  365(c).  The  transitional  provisions  also  permit  exami- 
nation of  more  than  one  independent  and  distinct  invention  in 
certain  applications  pending  for  three  (3)  years  or  longer  as  of 
June  8,  1995,  taking  into  account  any  reference  to  any  earlier 
application  under  35  U.S.C.  120.  121  or  365(c).  These  transi- 
tional provisions  are  not  applicable  to  any  application  which  is 
filed  after  June  8,  1995.  regardless  of  whether  the  application 
is  a  continuing  application. 

The  amendments  to  title  35  relating  to  20-year  patent  term, 
patent  term  extension,  provisional  applications  and  the  transi- 
tional provisions  are  effective  on  the  date  which  is  six  (6) 
months  after  the  date  of  enactment,  i.e.,  on  June  8,  1995. 

A  Notice  of  Proposed  Rulemaking  was  published  in  the 
Federal  Register  at  59  FR  63951  (December  12,  1994)  and  in 
the  Patent  and  Trademark  Office  Official  Gazette  at  1170  Off. 
Gaz.  Pat.  Office  377-390  (January  3,  1995). 

Forty- nine  written  comments  were  received  in  response  to 
the  Notice  of  Proposed  Rulemaking.  A  public  hearing  was  held 
at  9:30  a.m.  on  February  16,  1995.  Fourteen  individuals 
offered  oral  comments  at  the  hearing.  The  forty-nine  written 
comments  and  a  transcript  of  the  hearing  are  available  for 
public  inspection  in  the  Special  Program  Law  Office,  Office  of 
the  Deputy  Assistant  Commissioner  for  Patent  Policy  and 
Projects,  Room  520,  Crystal  Park  I,  2011  Crystal  Drive, 
Arlington,  Virginia,  and  are  available  on  the  Internet  through 
anonymous  file  transfer  protocol  (ftp),  address:  ftp.uspto.gov. 

The  following  includes  a  discussion  of  the  rules  being  added 
or  amended,  the  reasons  for  those  additions  and  amendments 
and  an  analysis  of  the  comments  received  in  response  to  the 
Notice  of  Proposed  Rulemaking. 

Changes  in  text:  The  final  rules  contain  numerous  changes 
to  the  text  of  the  rules  as  proposed  for  comment.  Those 
changes  are  discussed  below.  Familiarity  with  the  Notice  of 
Proposed  Rulemaking  is  assumed. 

Section  1.9(a)(1)  is  being  changed  for  clarity  to  define  a 
national  application  as  a  U.S.  application  for  patent  which  was 
either  filed  in  the  Office  under  35  U.S.C.  Ill,  or  which  entered 
the  national  stage  from  an  international  application  after 
compliance  with  35  U.S.C.  371.  Also,  a  new  paragraph  (a)(3) 
is  being  added  to  define  the  term  "nonprovisional  application" 
as  a  U.S.  national  application  for  patent  which  was  either  filed 
in  the  Office  under  35  U.S.C.  111(a),  or  which  entered  the 
national  stage  from  an  international  application  after  compli- 
ance with  35  U.S.C.  371. 

The  proposed  deletion  of  §  1.60  is  being  withdrawn. 
Therefore,  §  1.1 7(i)  is  being  changed  to  retain  the  reference  to 
§  1.60. 

Section  §  1.17(q)  is  being  changed  to  delete  the  fifty  (50) 
percent  reduction  for  small  entities  in  the  $50.00  fee  estab- 
lished for  filing  a  petition  under  §  1.48  in  a  provisional 
application  and  a  petition  to  accord  a  provisional  application  a 
filing  date  or  to  convert  an  application  filed  under  §  1.53(b)(1) 
to  a  provisional  application. 

Sections  §  1.1 7(r)  and  (s)  are  being  changed  to  include  a 
fifty  (50)  percent  reduction  for  small  entities  in  the  fees 
established  for  entry  of  a  submission  after  final  rejection  under 
§  1.29(a)  and  for  each  additional  invention  requested  to  be 
examined  under  §  1.29(b).  In  the  final  rule,  the  fee  required  by 
§  1.1 7(r)  and  §  1.1 7(s)  from  a  small  entity  is  $365.00.  The  fee 
required  from  other  than  a  small  entity  is  $730.00. 

The  elimination  of  the  small  entity  reduction  in  §  1.1 7(q) 
and  the  addition  of  the  small  entity  reduction  in  §  1.1 7(r)  and 
(s)  are  the  result  of  additional  review,  which  resulted  in  the 
conclusion  that  the  fees  established  for  the  transitional  proce- 
dures in  §  1 .29(a)  and  (b)  may  be  reduced  by  fifty  (50)  percent 
for  small  entities.  However,  the  petition  fees  required  by  § 
1.1 7(q)  are  not  subject  to  the  fifty  (50)  percent  reduction  for 
small  entities. 

The  proposed  deletion  of  the  retention  fee  practice  set  forth 
in  former§  1.53(d),  now  redesignated  §  1.53(d)(1),  is  being 
withdrawn.  Therefore, §  1.21(1)  is  being  retained  and  amended 
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to  refer  to  §  1.53(d)(1).  Also,  the  proposed  change  in  the  text 
to  §  1.1 7(n)  is  being  withdrawn,  since  §  1.60  is  being  retained. 

Section  1.28(a)  is  being  changed  to  clarify  the  procedure  for 
establishing  status  as  a  small  entity  in  a  nonprovisional 
application  claiming  benefit  under  35  U.S.C.  119(e),  120,  121, 
or  365(c)  of  a  prior  application.  In  such  cases,  applicants  may 
file  a  new  verified  statement  or  they  may  rely  on  a  verified 
statement  filed  in  the  prior  application,  if  status  as  a  small 
entity  is  still  proper  and  desired.  If  applicants  intend  to  rely  on 
a  verified  statement  filed  in  the  prior  application,  applicants 
must  include  in  the  nonprovisional  application  either  a  refer- 
ence to  the  verified  statement  filed  in  the  prior  application  or  a 
copy  of  the  verified  statement  filed  in  the  prior  application.  A 
verified  statement  in  compliance  with  existing  §  1.27  is 
required  to  be  filed  in  each  provisional  application  in  which  it 
is  desired  to  pay  reduced  fees. 

Section  1.45(c),  first  sentence,  is  being  changed  for  clarity  to 
refer  to  a  "nonprovisional"  application. 

Section  1 .48  is  being  changed  to  include  a  new  paragraph  (e) 
setting  forth  the  procedure  for  deleting  the  name  of  a  person 
who  was  erroneously  named  as  an  inventor  in  a  provisional 
application.  The  procedure  requires  an  amendment  deleting  the 
name  of  the  person  who  was  erroneously  named  accompanied 
by:  a  petition  including  a  statement  of  facts  verified  by  the 
person  whose  name  is  being  deleted  establishing  that  the  error 
occurred  without  deceptive  intention;  the  fee  set  forth  in  § 
1.17(q);  and  the  written  consent  of  any  assignee.  The  first 
sentences  of  §  1.48(a)-(c)  are  also  being  changed  for  clarity  to 
refer  to  a  "nonprovisional"  application. 

Section  1.51(a)(2)(i)  is  being  changed  to  require  that  the 
provisional  application  cover  sheet  include  the  residence  of 
each  named  inventor  and,  if  the  invention  was  made  by  an 
agency  of  the  U.S.  Government  or  under  a  contract  with  an 
agency  of  the  U.S.  Government,  the  name  of  the  U.S.  Gov- 
ernment agency  and  Government  contract  number.  The  resi- 
dence of  each  named  inventor  is  information  which  is  neces- 
sary to  identify  those  provisional  applications  which  must  be 
reviewed  by  the  PTO  for  foreign  fifing  licenses.  If  the 
invention  disclosed  in  the  provisional  application  was  made  by 
an  agency  of  the  U.S.  Government  or  under  a  contract  with  an 
agency  of  the  U.S.  Government,  the  security  review  for  that 
application  should  already  have  been  done  by  that  agency  of 
the  U.S.  Government.  Therefore,  identification  of  those  par- 
ticular provisional  applications  on  the  cover  sheet  will  reduce 
the  number  of  applications  which  the  PTO  must  forward  to 
other  agencies  of  the  U.S.  Government  for  security  review. 

Section  §  1.53(b)(1)  is  being  changed  to  retain  the  reference 
to  §  1.60. 

Section  §  1.53(b)(2)(ii)  is  being  changed  to  require  that  any 
petition  and  petition  fee  to  convert  a  §  1.53(b)(1)  application  to 
a  provisional  application  be  filed  in  the  §  1.53(b)(1)  appfication 
prior  to  the  earlier  of  the  abandonment  of  the  §  1.53(b)(1) 
application,  the  payment  of  the  issue  fee,  the  expiration  of 
twelve  (12)  months  after  the  filing  date  of  the  §  1.53(b)(1) 
application,  or  the  filing  of  a  request  for  a  statutory  invention 
registration  under  §  1.293.  Where  the  §  1.53(b)(1)  application 
was  abandoned  before  the  expiration  of  twelve  (12)  months 
after  the  filing  date  of  the  application,  a  petition  to  convert  the 
application  to  a  provisional  application  may  be  filed  in  the  § 
1.53(b)(1)  application  if  the  petition  to  convert  is  filed  prior  to 
the  expiration  of  twelve  (12)  months  after  the  filing  date  of  the 
§  1.53(b)(1)  application  and  is  accompanied  by  an  appropriate 
petition  to  revive  an  abandoned  application  under  §  1.137. 

Section  §  1.53(b)(2)(iii)  is  being  changed  to  indicate  that  the 
requirements  of  §  1.821-§  1.825  regarding  application  disclo- 
sures containing  nucleotide  and/or  amino  acid  sequences  are 
not  mandatory  for  provisional  applications. 

Section  §  1.53(d)(1)  is  being  changed  to  retain  the  retention 
fee  practice.  The  proposal  to  delete  the  retention  fee  practice 
set  forth  in  §  1.53(d)  is  being  withdrawn. 

The  first  sentences  of  §  1.55(a)  and  (b)  are  being  changed  for 
clarity  to  refer  to  a  "nonprovisional"  appfication.  Also,  § 
1.55(a)  and  (b)  are  being  changed  to  clarify  that  the  nonpro- 
visional appfication  may  claim  the  benefit  of  one  or  more  prior 
foreign  applications  or  one  or  more  applications  for  inventor's 
certificate. 

Section  1.59  is  being  changed  to  retain  the  reference  to  the 
retention  fee  set  forth  in  §  1.21(1)  and  to  clarify  that  the 
retention  fee  practice  applies  only  to  applications  filed  under  § 
1.53(b)(1). 

The  proposal  to  delete  §  1.60  is  being  withdrawn.  Therefore, 
§  1.60  is  being  retained  and  amended  to  clarify  in  the  title  of 
the  section  and  in  paragraph  (b)(1)  that  the  procedure  set  forth 
in  the  section  is  only  available  for  fifing  a  continuation  or 


divisional  application  if  the  prior  application  was  a  nonprovi- 
sional appfication  and  complete  as  set  forth  in  §  1.51(a)(1). 
Also,  paragraph  (b)(4)  is  being  amended  to  delete  the  require- 
ment that  the  statement  which  must  accompany  the  copy  of  the 
prior  application  include  the  language  that  "no  amendments 
referred  to  in  the  oath  or  declaration  filed  to  complete  the  prior 
application  introduced  new  matter  therein."  The  requirement  is 
unnecessary  because  any  amendment  filed  to  complete  the 
prior  application  would  be  considered  a  part  of  the  original 
disclosure  of  the  prior  application  and,  by  definition,  could  not 
contain  new  matter.  Also,  paragraph  (b)(4)  is  being  amended  to 
refer  to  §  1.1 7(i). 

Section  1.62(a)  is  being  changed  to  refer  to  a  prior  complete 
"nonprovisional"  application  and  to  clarify  that  a  continuing 
application  may  be  filed  under  §  1.62  after  payment  of  the 
issue  fee  if  a  petition  under  §  1.313(b)(5)  is  granted  in  the  prior 
application.  Section  §  1.62(a)  is  also  being  changed  to  clarify 
the  existing  practice  that  the  request  for  a  §  1.62  application 
must  include  identification  of  the  inventors  named  in  the  prior 
appfication. 

Section  1.63(a)  is  being  changed  for  clarity  to  refer  to  an 
oath  or  declaration  filed  as  a  part  of  a  "nonprovisional" 
application. 

Section  1.67(b)  is  being  changed  for  clarity  to  refer  to  a 
"nonprovisional"  appfication. 

Sections  1.78(a)(1)  and  (a)(2)  are  being  changed  to  refer  to 
a  "nonprovisional"  application  and  to  clarify  that  the  nonpro- 
visional application  may  claim  the  benefit  of  one  or  more  prior 
copending  nonprovisional  applications  or  international  appfi- 
cations  designating  the  United  States  of  America.  Section 
1.78(a)(l)(ii)  is  being  changed  to  retain  the  reference  to  §  1.60. 
Section  1.78(a)(l)(iii)  is  being  retained  and  amended  to  refer  to 
§  1.53(b)(1)  and  §  1.53(d)(1). 

Sections  1.78(a)(3)  and  (a)(4)  are  being  changed  to  refer  to 
a  "nonprovisional"  application  and  to  clarify  that  the  nonpro- 
visional application  may  claim  the  benefit  of  one  or  more  prior 
copending  provisional  applications. 

Section  1.78(a)(3)  is  also  being  changed  to  remind  appfi- 
cants  and  practitioners  that  when  the  last  day  of  pendency  of  a 
provisional  application  falls  on  a  Saturday,  Sunday,  or  Federal 
holiday  within  the  District  of  Columbia,  any  nonprovisional 
application  claiming  benefit  of  the  provisional  application 
must  be  filed  prior  to  the  Saturday,  Sunday,  or  Federal  holiday 
within  the  District  of  Columbia.  Section  111(b)(5)  of  title  35, 
United  States  Code,  states  that  a  provisional  application  is 
abandoned  twelve  months  after  its  filing  date.  Sections 
119(e)(1)  and  (e)(2)  of  title  35,  United  States  Code,  require  that 
a  nonprovisional  application  claiming  benefit  of  a  prior  provi- 
sional application  be  filed  not  later  than  twelve  months  after 
the  date  on  which  the  provisional  application  was  filed  and  that 
the  provisional  application  be  pending  on  the  filing  date  of  the 
nonprovisional  application.  Under  1.6  and  1.10,  no  filing  dates 
are  accorded  to  applications  on  a  Saturday,  Sunday,  or  Federal 
hofiday  within  the  District  of  Columbia.  Thus,  if  a  provisional 
application  is  abandoned  by  operation  of  35  U.S.C.  §  111(b)(5) 
on  a  Saturday,  Sunday,  or  Federal  holiday  within  the  District  of 
Columbia,  a  nonprovisional  application  claiming  benefit  of  the 
provisional  application  under  35  U.S.C.  119(e)  must  be  filed 
no  later  than  the  preceding  day  which  is  not  a  Saturday, 
Sunday,  or  Federal  holiday  within  the  District  of  Columbia. 

Section  1.78(a)(4)  is  also  being  changed  to  delete  the 
requirement  that  the  reference  in  the  nonprovisional  applica- 
tion to  the  provisional  appfication  indicate  the  relationship  of 
the  appfications.  As  a  result  of  the  change,  §  1.78(a)(4) 
provides  that  a  nonprovisional  appfication  claiming  benefit  of 
one  or  more  provisional  applications  must  contain  a  reference 
to  each  provisional  application,  identifying  it  as  a  provisional 
application  and  including  the  provisional  application  number 
(consisting  of  series  code  and  serial  number).  However,  the 
section  does  not  require  the  nonprovisional  application  to 
identify  the  nonprovisional  application  as  a  continuation, 
divisional  or  continuation-in-part  application  of  the  provisional 
application. 

Section  1.83(a)  is  being  changed  to  delete  the  proposed 
redesignation  of  paragraph  (a)  and  to  delete  proposed  para- 
graph (a)(2).  Also,  §§  1.83(a)  and  (c)  are  being  changed  for 
clarity  to  refer  to  a  "nonprovisional"  appfication.  Further,  § 
1.83(c)  is  being  changed  to  remove  the  reference  to  paragraph 
(a)(1). 

Section  1.101  is  being  changed  for  clarity  to  refer  to  a 
"nonprovisional"  application. 

Sections  §  1.29(a)  and  (b)  are  being  changed  to  identify  the 
effective  date  of  35  U.S.C.  154(a)(2)  as  June  8,  1995. 
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Further,  §  1.29(a)  is  being  changed  to  provide  that  the  first 
and  second  submissions  and  fees  set  forth  in  §  1.1 7(r)  must  be 
filed  prior  to  the  filing  of  an  Appeal  Brief,  rather  than  prior  to 
the  filing  of  the  Notice  of  Appeal,  and  prior  to  abandonment  of 
the  application.  The  requirement  that  the  fee  set  forth  in  § 
1.1 7(r)  be  filed  within  one  month  of  the  notice  refusing  entry 
is  being  deleted.  Section  §  1.29(a)  is  also  being  changed  to 
provide  that  the  finality  of  the  final  rejection  is  automatically 
withdrawn  upon  the  timely  filing  of  the  submission  and 
payment  of  the  fee  set  forth  in  §  1.17(r).  The  language 
indicating  that  the  submission  would  be  entered  and  consid- 
ered after  timely  payment  of  the  fee  set  forth  in  §  1.1 7(r)  "to 
the  extent  that  it  would  have  been  entered  and  considered  if 
made  prior  to  final  rejection"  is  being  deleted.  In  view  of  the 
magnitude  of  the  fee  set  forth  in  §  1.17(r),  the  next  PTO  action 
following  timely  payment  of  the  fee  set  forth  in  §  1.1 7(r)  will 
be  equivalent  to  a  first  action  in  a  continuing  application. 
Under  existing  PTO  practice,  it  would  not  be  proper  to  make 
final  a  first  Office  action  in  a  continuing  application  where  the 
continuing  application  contains  material  which  was  presented 
in  the  earlier  application  after  final  rejection  or  closing  of 
prosecution  but  was  denied  entry  because  (1)  new  issues  were 
raised  that  required  further  consideration  and/or  search,  or  (2) 
the  issue  of  new  matter  was  raised.  The  identical  procedure 
wiU  apply  to  examination  of  a  submission  considered  as  a 
result  of  the  procedure  under  §  1.29(a).  Thus,  under  §  1.29(a), 
if  the  first  submission  after  final  rejection  was  initially  denied 
entry  in  the  application  because  (1)  new  issues  were  raised  that 
required  further  consideration  and/or  search,  or  (2)  the  issue  of 
new  matter  was  raised,  then  the  next  action  in  the  application 
will  not  be  made  final.  Likewise,  if  the  second  submission  after 
final  rejection  was  initially  denied  entry  in  the  application 
because  (1)  new  issues  were  raised  that  required  further 
consideration  and/or  search,  or  (2)  the  issue  of  new  matter  was 
raised,  then  the  next  action  in  the  application  will  not  be  made 
final.  In  view  of  35  U.S.C.  132,  no  amendment  considered  as 
a  result  of  the  payment  of  the  fee  set  forth  in  §  1.1 7(r)  may 
introduce  new  matter  into  the  disclosure  of  the  application. 

Section  §  1.29(b)(1)  is  being  changed  to  identify  the  date 
which  is  two  months  prior  to  the  effective  date  of  35  U.S.C. 
154(a)(2)  as  April  8,  1995.  Section  §  1.29(b)(1)  is  also  being 
changed  to  clarify  in  subsection  (ii)  that  the  examiner  has  not 
made  a  requirement  for  restriction  in  the  present  or  parent 
application  prior  to  April  8,  1995,  due  to  actions  by  the 
applicant. 

Section  §  1.29(b)(2)  is  being  changed  to  delete  the  identifi- 
cation of  the  period  provided  for  applicants  to  respond  to  a 
notification  under  §  1 .29(b)  as  one  month.  The  time  period  for 
response  will  be  identified  in  any  written  notification  under  § 
1.29(b)  and  will  usually  be  one  month,  but  in  no  case  will  it  be 
less  than  thirty  days.  The  period  may  be  extended  under  § 
1.136(a).  The  language  is  also  being  changed  to  provide  that 
applicant  may  respond  to  the  notification  by  (i)  electing  the 
invention  or  inventions  to  be  searched  and  examined,  if  no 
election  has  been  made  prior  to  the  notice,  and  paying  the  fee 
set  forth  in  §  1.17(s)  for  each  independent  and  distinct 
invention  claimed  in  the  application  in  excess  of  one  which 
apphcant  elects,  (ii)  confirming  an  election  made  prior  to  the 
notice  and  paying  the  fee  set  forth  in  §  1.1 7(s)  for  each 
independent  and  distinct  invention  claimed  in  the  application 
in  addition  to  the  one  invention  which  applicant  previously 
elected,  or  (iii)  filing  a  petition  under  §  1.29(b)(2)  traversing 
the  requirement  without  regard  to  whether  the  requirement  has 
been  made  final.  No  petition  fee  is  required.  The  section  is  also 
being  changed  to  provide  that  if  the  petition  under  §  1.29(b)(2) 
is  filed  in  a  timely  manner,  the  original  time  period  for  electing 
and  paying  the  fee  set  forth  in  §  1.1 7(s)  will  be  deferred  and 
any  decision  on  the  petition  affirming  or  modifying  the 
requirement  will  set  a  new  time  period  to  elect  the  invention  or 
inventions  to  be  searched  and  examined  and  to  pay  the  fee  set 
forth  in  §  1.17(s)  for  each  independent  and  distinct  invention 
claimed  in  the  application  in  excess  of  one  which  applicant 
elects. 

Section  §  1.29(c)  is  being  changed  to  clarify  that  the 
provisions  of  §  1.29(a)  and  (b)  are  not  applicable  to  any 
application  filed  after  June  8,  1995.  However,  any  application 
filed  on  June  8,  1995  would  be  subject  to  a  20-year  patent  term. 

Section  §  1.137  is  being  amended  by  revising  paragraph  (c) 
to  eliminate,  in  all  applications  filed  on  or  after  June  8,  1995, 
except  design  applications,  the  requirement  that  a  terminal 
disclaimer  accompany  any  petition  under  §  1.137(a)  not  filed 
within  six  (6)  months  of  the  date  of  the  abandonment  of  the 
application.  The  language  "filed  before  June  8,  1995"  and 
"filed  on  or  after  June  8,  1995"  as  used  in  the  amended  rule. 


refer  to  the  actual  United  States  filing  date,  without  reference 
to  any  claim  for  benefit  under  35  U.S.C.  120,  121  or  365.  No 
change  to  §  1.137  was  proposed  in  the  Notice  of  Proposed 
Rulemaking.  However,  in  all  applications  filed  on  or  after  June 
8,  1995,  except  design  applications,  any  delay  in  filing  a 
petition  under  §  1.137(a)  will  automatically  result  in  the  loss  of 
patent  term.  The  loss  of  patent  term  will  be  the  incentive  for 
applicants  to  promptly  file  any  petition  to  revive.  Therefore,  no 
need  is  seen  for  requiring  a  terminal  disclaimer  in  such 
applications.  It  would  amount  to  a  penalty  if  a  terminal 
disclaimer  was  required. 

Section  1.316  is  being  amended  by  revising  paragraph  (d)  to 
eliminate,  in  all  applications  filed  on  or  after  June  8,  1995, 
except  design  applications,  the  requirement  that  a  terminal 
disclaimer  accompany  any  petition  under  §  1.316(b)  not  filed 
within  six  (6)  months  of  the  date  of  the  abandonment  of  the 
application.  Acceptance  of  a  late  payment  of  an  issue  fee  in  a 
design  application  is  specifically  provided  for  in  §  1.155. 
Therefore,  §  1.316  does  not  apply  to  design  applications.  The 
language  "filed  before  June  8,  1995"  as  used  in  the  amended 
rule,  refers  to  the  actual  United  States  filing  date,  without 
reference  to  any  claim  for  benefit  under  35  U.S.C.  120,  121  or 
365.  No  change  to  §  1.316  was  proposed  in  the  Notice  of 
Proposed  Rulemaking.  However,  in  all  applications  filed  on  or 
after  June  8,  1995,  except  design  applications,  any  delay  in 
filing  a  petition  under  §  1.316(b)  will  automatically  result  in 
the  loss  of  patent  term.  The  loss  of  patent  term  will  be  the 
incentive  for  applicants  to  promptly  file  any  petition  under  § 
1.316(b).  Therefore,  no  need  is  seen  for  requiring  a  terminal 
disclaimer  in  such  applications.  It  would  amount  to  a  penalty 
if  a  terminal  disclaimer  was  required. 

Section  1.317  is  being  amended  by  removing  and  reserving 
paragraph  (d)  to  eliminate  the  requirement  that  a  terminal 
disclaimer  accompany  any  petition  under  §  1.317(b)  not  filed 
within  six  (6)  months  of  the  date  of  lapse  of  the  patent.  No 
change  to  §  1.317  was  proposed  in  the  Notice  of  Proposed 
Rulemaking.  However,  the  delay  in  filing  a  petition  under  § 
1.317(b)  does  not  result  in  any  gain  of  patent  term.  Therefore, 
no  reason  is  seen  for  requiring  a  terminal  disclaimer  in  such 
cases. 

Section  1.701(a)  is  being  changed  to  identify  the  implemen- 
tation date  as  June  8,  1995,  and  to  clarify  that  a  proceeding 
under  35  U.S.C.  135(a)  is  an  interference  proceeding. 

Section  1.701(b)  is  being  changed  to  provide  that  the  term  of 
a  patent  entitled  to  an  extension  under  §  1.701  shall  be 
extended  for  the  sum  of  the  periods  of  delay  calculated  under 
paragraphs  (c)(1),  (c)(2),  (c)(3)  and  (d)  of  §  1.701  and  the 
extension  will  run  from  the  expiration  date  of  the  patent.  The 
reference  to  a  terminal  disclaimer  is  being  deleted  to  be 
consistent  with  §  1.701(a)(3)  and  to  avoid  any  confusion. 

Section  §  1.701(c)(l)(i)  is  being  changed  for  clarity  by 
deleting  the  phrase  "if  any"  after  the  first  occurrence  of 
"interference"  and  by  inserting  the  same  phrase  after  the  phrase 
"the  number  of  days." 

Section  §  1.701(c)(l)(ii)  is  being  changed  to  clarify  that  the 
period  referred  to  ends  on  the  "date  of  the  termination  of  the 
suspension"  rather  than  on  the  date  of  the  next  PTO  commu- 
nication reopening  prosecution. 

Section  §  1.701(d)(1)  is  being  amended  to  clarify  that  the 
"time"  referred  to  is  time  "during  the  period  of  appellate 
review". 

Section  §  1.701(d)(2)  is  being  amended  to  clarify  that  the 
Cominissioner,  under  the  broad  discretion  granted  by  35 
U.S.C.  154(b)(3)(C),  has  decided  to  limit  consideration  of 
applicant's  due  diligence  only  to  acts  occurring  during  the 
period  of  appellate  review.  The  supplementary  information 
pubhshed  in  the  Notice  of  Proposed  Rulemaking  contained 
examples  of  what  might  be  considered  a  lack  of  due  diligence 
for  purposes  of  §  1.701(d)(2)  as  proposed.  Specifically,  the 
supplementary  information  identified  requests  for  extensions 
of  time  to  respond  to  Office  communications,  submission  of  a 
response  which  is  not  fully  responsive  to  an  Office  communi- 
cation, and  filing  of  informal  applications  as  examples.  In  view 
of  the  comments  received  and  the  language  adopted  in  the  final 
rules,  those  examples  are  withdrawn.  Acts  which  the  Commis- 
sioner considers  to  constitute  prima  facie  evidence  of  lack  of 
due  diligence  under  §  1.701(d)(2)  are  suspensions  at  appli- 
cant's request  under  §  1.103(a)  during  the  period  of  appellate 
review  and  abandonments  during  the  period  of  appellate 
review. 

Discussion  of  Specific  Rules 

Title  37  of  the  Code  of  Federal  Regulations,  Parts  1  and  3,  are 
being  amended  as  indicated  below: 
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Section  1.1  is  being  amended  to  add  a  paragraph  (i)  to 
provide  a  special  "Box  Provisional  Patent  Application"  address 
to  assist  the  Mail  Room  in  separating  and  processing  provi- 
sional applications  and  mail  relating  thereto. 

Section  1.9  is  being  amended  to  redesignate  paragraph  (a)  as 
paragraph  (a)(1)  and  to  define  a  national  application  as  a  U.S. 
application  for  patent  which  was  either  filed  in  the  Office  under 
35  U.S.C.  Ill,  or  which  entered  the  national  stage  from  an 
international  application  after  compliance  with  35  U.S.C.  371. 
A  new  paragraph  (a)(2)  is  being  added  to  define  the  term 
"provisional  application"  as  a  U.S.  national  application  filed 
under  35  U.S.C.  111(b).  Also,  a  new  paragraph  (a)(3)  is  being 
added  to  define  the  term  "nonprovisional  application"  as  a  U.S. 
national  application  for  patent  which  was  either  filed  in  the 
Office  under  35  U.S.C.  111(a),  or  which  entered  the  national 
stage  from  an  international  application  after  compliance  with 
35  U.S.C.  371. 

Sections  1.12  and  1.14  are  being  amended  to  replace  the 
references  to  §  1.17(i)(l)  with  references  to  §  1.17(i). 

Sections  1.16(a)-(e)  and  (g)  are  being  amended  to  clarify 
that  those  sections  do  not  apply  to  provisional  applications.  A 
complete  provisional  application  does  not  require  claims. 
However,  provisional  applications  may  be  filed  with  one  or 
more  claims  as  part  of  the  application.  Nevertheless,  no 
additional  claim  fee  or  multiple  dependent  claim  fee  will  be 
required  in  a  provisional  application.  Section  1.16(f)  is  being 
amended  to  insert  the  words  "basic  fee".  Section  1.16(e)  refers 
to  "the  basic  filing  fee".  Current  Office  practice  allows  a  design 
application  to  be  filed  without  the  design  filing  fee  or  the 
oath/declaration  as  set  forth  in  §  1.53(d)(1).  The  change  to  § 
1.16(f)  is  merely  for  clarification.  In  addition,  §  1.16(a)  is 
being  amended  to  replace  the  word  "cases"  with  the  word 
"applications",  since  the  word  "applications"  is  used  elsewhere 
in  the  rule. 

Section  §  1.16  is  also  being  amended  to  add  a  new  paragraph 
(k)  which  lists  the  basic  filing  fee  for  a  provisional  application 
as  $75.00  for  a  small  entity  (see  §§  1.9(c)-(f))  or  $150.00  for 
other  than  a  small  entity  as  contained  in  Public  Law  103-465. 
Since  the  filing  fee  for  a  provisional  application  is  established 
by  Public  Law  103-465  as  a  35  U.S.C.  41(a)  fee,  the  filing  fee 
for  a  provisional  application  will  be  subject  to  the  fifty  (50) 
percent  reduction  provided  for  in  35  U.S.C.  41(h). 

Further,  §  1.16  is  being  amended  to  add  a  new  paragraph  (1) 
which  establishes  the  surcharge  required  by  new  §  1.53(d)(2) 
for  filing  the  basic  filing  fee  or  the  cover  sheet  required  by  new 
§  1.51(a)(2)  for  a  provisional  application  at  a  time  later  than 
the  provisional  application  filing  date  as  $25.00  for  a  small 
entity  or  $50.00  for  other  than  a  small  entity. 

Section  §  1.17(h)  is  being  amended  to  clarify  that  the 
$130.00  petition  fee  for  filing  a  petition  for  correction  of 
inventorship  under  §  1.48  applies  to  all  patent  applications, 
except  provisional  applications.  Paragraph  (i)(l)  is  being 
redesignated  as  paragraph  (i)  and  paragraph  (i)(2)  is  being 
removed.  The  fee  for  a  petition  under  §  1.102  to  make  an 
application  special  has  been  placed  in  paragraph  (i).  The  words 
"of  this  part",  in  §  1.17,  paragraphs  (h)  and  (i),  are  being 
deleted,  since  the  paragraphs  currently  refer  to  sections  in  parts 
other  than  Part  1.  Section  §  1.1 7(i)  is  also  being  amended  to 
clarify  that  the  fee  set  forth  in  paragraph  (i)  for  filing  a  petition 
to  accord  a  filing  date  under  §  1.53  applies  to  all  patent 
applications,  except  provisional  applications. 

A  new  §  1.1 7(q)  is  being  added  to  establish  a  petition  fee  of 
$50.00  for  filing  a  petition  for  correction  of  inventorship  under 
§  1.48  in  a  provisional  application  and  for  filing  a  petition  to 
accord  a  provisional  application  a  filing  date  or  to  convert  an 
application  filed  under  §  1.53(b)(1)  to  a  provisional  applica- 
tion. The  petition  fee  set  forth  in  §  1.17(q)  is  not  reduced  for 
a  small  entity. 

New  §  1.17(r)  and  (s)  are  being  added  to  establish  the  fees 
for  entry  of  a  submission  after  final  rejection  under  §  1.29(a) 
and  for  each  additional  invention  requested  to  be  examined 
under  §  1.29(b),  respectively.  These  fees  have  been  set  at 
$365.00  for  a  small  entity  and  $730.00  for  other  than  a  small 
entity. 

Section  §  1.21(1)  is  being  amended  to  refer  to  §  1.53(d)(1). 

Section  1 .28(a)  is  being  amended  to  clarify  the  procedure  for 
establishing  status  as  a  small  entity  in  a  nonprovisional 
application  claiming  benefit  under  35  U.S.C.  119(e),  120,  121, 
or  365(c)  of  a  prior  application.  In  such  cases,  applicants  may 
file  a  new  verified  statement  or  rely  on  a  verified  statement 
filed  in  the  prior  application,  if  status  as  a  small  entity  is  still 
proper  and  desired.  If  applicants  intend  to  rely  on  a  verified 
statement  filed  in  the  prior  application,  applicants  must  include 
in  the  nonprovisional  application  either  a  reference  to  the 


verified  statement  filed  in  the  prior  application  or  a  copy  of  the 
verified  statement  filed  in  the  prior  application.  Status  as  a 
small  entity  may  be  established  in  a  provisional  application  by 
complying  with  existing  §  1.27. 

Section  1.45(c)  is  being  amended  to  clarify  that  the  first 
sentence  applies  to  a  "nonprovisional"  appUcation.  Section 
1 .45(c)  is  also  being  amended  to  add  a  second  sentence  relating 
to  joint  inventors  named  in  a  provisional  application.  The 
second  sentence  states  that  each  inventor  named  in  a  provi- 
sional application  must  have  made  a  contribution  to  the  subject 
matter  disclosed  in  the  provisional  application.  All  that  § 
1.45(c),  second  sentence,  requires  is  that  if  a  person  is  named 
as  an  inventor  in  a  provisional  application,  that  person  must 
have  made  a  contribution  to  the  subject  matter  disclosed  in  the 
provisional  application. 

Sections  §  1.48(a)-(c)  are  being  amended  to  specify  that  the 
procedures  for  correcting  an  error  in  inventorship  set  forth  in 
those  sections  apply  to  nonprovisional  applications.  New 
paragraph  (d)  is  being  added  to  establish  a  procedure  for 
adding  the  name  of  an  inventor  in  a  provisional  application, 
where  the  name  was  originally  omitted  without  deceptive 
intent.  Paragraph  (d)  does  not  require  the  verified  statement  of 
facts  by  the  original  inventor  or  inventors,  the  oath  or  decla- 
ration by  each  actual  inventor  in  compliance  with  §  1 .63  or  the 
consent  of  any  assignee  as  required  in  paragraph  (a).  Instead, 
the  procedure  requires  the  filing  of  a  petition  identifying  the 
name  or  names  of  the  inventors  to  be  added  and  including  a 
statement  that  the  name  or  names  of  the  inventors  were  omitted 
through  error  without  deceptive  intention  on  the  part  of  the 
actual  inventor(s).  The  statement  would  be  required  to  be 
verified  if  made  by  a  person  not  registered  to  practice  before 
the  PTO.  The  statement  could  be  signed  by  a  registered 
practitioner  of  record  in  the  application  or  acting  in  a  repre- 
sentative capacity  under  §  1.34(a).  The  $50.00  petition  fee  set 
forth  in  §  1.1 7(q)  would  also  be  required.  New  paragraph  (e)  is 
also  being  added  setting  forth  the  procedure  for  deleting  the 
name  of  a  person  who  was  erroneously  named  as  an  inventor 
in  a  provisional  application.  The  procedure  requires  an  amend- 
ment deleting  the  name  of  the  person  who  was  erroneously 
named  accompanied  by:  a  petition  including  a  statement  of 
facts  verified  by  the  person  whose  name  is  being  deleted 
establishing  that  the  error  occurred  without  deceptive  inten- 
tion; the  fee  set  forth  in  §  1.17(q);  and  the  written  consent  of 
any  assignee. 

Section  §  1.51  is  being  amended  to  redesignate  §  1.51(a)  as 
§  1.51(a)(1)  and  to  include  a  new  paragraph  (a)(2)  identifying 
the  required  parts  of  a  complete  provisional  application.  As  set 
forth  in  §  1.51(a)(2),  a  complete  provisional  application 
includes  a  cover  sheet,  a  specification  as  prescribed  in  35 
U.S.C.  112,  first  paragraph,  any  necessary  drawings  and  the 
provisional  application  filing  fee.  A  suggested  cover  sheet 
format  for  a  provisional  application  is  included  as  an  Appendix 
A  to  this  Notice  of  Final  Rulemaking  and  is  available  from  the 
PTO  free  of  charge  to  the  public.  However,  the  rule  does  not 
require  the  applicant  to  use  the  PTO  suggested  cover  sheet. 
Any  paper  containing  the  information  required  in  § 
1.51(a)(2)(i)  will  be  acceptable.  The  cover  sheet  is  required  to 
identify  the  paper  as  a  provisional  application  and  to  provide 
the  information  which  is  necessary  for  the  PTO  to  prepare  the 
provisional  application  filing  receipt.  Also,  the  residence  of 
each  named  inventor  and,  if  the  invention  disclosed  in  the 
provisional  application  was  made  by  an  agency  of  the  U.S. 
Government  or  under  a  contract  with  an  agency  of  the  U.S. 
Government,  the  name  of  the  U.S.  Government  agency  and 
Government  contract  number  must  be  identified  on  the  cover 
sheet. 

Section  §  1.51(b)  is  being  amended  to  indicate  that  an 
information  disclosure  statement  is  not  required  and  may  not 
be  filed  in  a  provisional  application.  Any  information  disclo- 
sure statements  filed  in  a  provisional  application  will  either  be 
returned  or  disposed  of  at  the  convenience  of  the  Office.  An 
information  disclosure  statement  filed  in  a  §  1.53(b)(1)  appU- 
cation which  has  been  converted  to  a  provisional  application 
will  be  retained  in  the  application  after  the  conversion,  if  the 
information  disclosure  statement  was  filed  before  the  petition 
required  by  §  1.53(bK2)(ii)  was  filed. 

The  title  of  §  1.53  and  paragraph  (a)  are  being  amended  to 
refer  to  application  number,  rather  than  application  serial 
number.  The  term  "application  number"  is  found  in  current  § 
1.5(a). 

Section  §  1.53(b)  is  being  redesignated  as  §  1.53(b)(1)  and 
is  being  amended  to  refer  to  §  1.1 7(i)  rather  than  §  1.17(i)(l) 
to  conform  to  the  change  therein. 
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A  new  §  1.53(b)(2)  is  being  added  to  set  forth  the  require- 
ments for  obtaining  a  filing  date  for  a  provisional  application. 
Section  §  1.53(b)(2)  states  that  a  fihng  date  will  be  accorded  to 
a  provisional  apphcation  as  of  the  date  the  specification  as 
prescribed  by  35  U.S.C.  112,  first  paragraph,  any  necessary 
drawings,  and  the  name  of  each  inventor  of  the  subject  matter 
disclosed  are  filed  in  the  PTO.  The  fihng  date  requirements  for 
a  provisional  application  set  forth  in  new  paragraph  (b)(2) 
parallel  the  existing  requirements  set  forth  in  former  paragraph 
(b),  now  redesignated  paragraph  (b)(1),  except  that  no  claim  is 
required.  In  order  to  minimize  the  cost  of  processing  provi- 
sional applications  and  to  reduce  the  handling  of  provisional 
applications,  amendments,  other  than  those  required  to  make 
the  provisional  application  comply  with  applicable  regulations, 
are  not  permitted  after  the  filing  date  of  the  provisional 
application. 

Section  §  1.53(b)(2)(i)  is  being  added  requiring  all  provi- 
sional applications  to  be  filed  with  a  cover  sheet  identifying  the 
application  as  a  provisional  application.  The  section  also 
indicates  that  the  FTO  will  treat  an  apphcation  as  having  been 
filed  under  §  1.53(b)(1),  unless  the  application  is  identified  as 
a  provisional  application  on  filing.  A  provisional  application, 
which  is  identified  as  such  on  filing,  but  which  does  not  include 
all  of  the  information  required  by  §  1.51(a)(2)(i)  would  still  be 
treated  as  a  provisional  application.  However,  the  omitted 
information  and  a  surcharge  would  be  required  to  be  submitted 
at  a  later  date  under  new  §  1.53(d)(2). 

Section  §  1.53(b)(2)(ii)  is  being  added  to  estabUsh  a  proce- 
dure for  converting  an  application  filed  under  §  1.53(b)(1)  to  a 
provisional  application.  The  section  requires  that  a  petition 
requesting  the  conversion  and  a  petition  fee  be  filed  in  the  § 
1.53(b)(1)  apphcation  prior  to  the  earlier  of  the  abandonment 
of  the  §  1.53(b)(1)  apphcation,  the  payment  of  the  issue  fee, 
the  expiration  of  twelve  (12)  months  after  the  filing  date  of  the 
§  1.53(b)(1)  application,  or  the  fihng  of  a  request  for  a 
statutory  invention  registration  under  §  1.293.  The  grant  of  any 
such  petition  would  not  entitle  apphcant  to  a  refund  of  the  fees 
properly  paid  in  the  apphcation  filed  under  §  1.53(b)(1). 

Section  §  1.53(b)(2)(iii)  is  being  added  to  call  attention  to 
the  provisions  of  Public  Law  103-465  which  prohibit  any 
provisional  apphcation  from  claiming  a  right  of  priority  under 
35  U.S.C.  119  or  365(a)  or  the  benefit  of  an  earlier  filing  date 
under  35  U.S.C.  120,  121  or  365(c)  of  any  other  application. 
The  section  also  caUs  attention  to  the  provisions  of  Pubhc  Law 
103-465  which  provide  that  no  claim  for  benefit  of  an  earlier 
filing  date  may  be  made  in  a  design  application  based  on  a 
provisional  apphcation  and  that  no  request  for  a  statutory 
invention  registration  may  be  filed  in  a  provisional  application. 
Section  §  1.53(b)(2)(iii)  further  specifies  that  the  requirements 
of  §  1.821-§  1.825  are  not  mandatory  for  provisional  applica- 
tions. However,  applicants  are  reminded  that  an  invention 
being  claimed  in  an  apphcation  filed  under  35  U.S.C.  111(a)  or 
365  which  claims  benefit  under  35  U.S.C.  119(e)  of  a  provi- 
sional application  must  be  disclosed  in  the  provisional  appli- 
cation in  the  manner  provided  by  the  first  paragraph  of  35 
U.S.C.  112.  Voluntary  compliance  with  the  requirements  of  § 
1.821-§  1.825  in  the  provisional  application  is  recommended, 
in  order  to  ensure  that  support  for  the  invention  claimed  in  the 
35  U.S.C.  11 1(a)  application  can  be  readily  ascertained  in  the 
provisional  application. 

Section  §  1.53(c)  is  being  amended  to  require  that  any 
request  for  review  of  a  refusal  to  accord  an  application  a  filing 
date  be  made  by  way  of  a  petition  accompanied  by  the  fee  set 
forth  in  §  1.17(i),  if  the  application  was  filed  under  § 
1.53(b)(1),  or  by  the  fee  set  forth  in  §  1.17(q),  if  the  application 
was  filed  under  §  1.53(b)(2).  This  reflects  the  current  practice 
set  forth  in  the  Manual  of  Patent  Examining  Procedure 
(MPEP),  section  506.02  (Sixth  Edition,  Jan.  1995)  with  regard 
to  any  request  for  review  of  a  refusal  to  accord  a  filing  date  for 
an  apphcation.  The  PTO  will  continue  its  current  practice  of 
refunding  the  petition  fee,  if  the  refusal  to  accord  the  requested 
filing  date  is  found  to  have  been  a  PTO  error. 

Section  §  1.53(d)  is  being  redesignated  as  §  1.53(d)(1). 

Section  §  1.53(d)(2)  is  being  added  to  provide  that  a 
provisional  application  may  be  filed  without  the  basic  fihng  fee 
and  without  the  complete  cover  sheet  required  by  §  1.51(a)(2). 
In  such  a  case,  the  apphcant  will  be  notified  and  given  a  period 
of  time  in  which  to  file  the  missing  fee,  and/or  cover  sheet  and 
to  pay  the  surcharge  set  forth  in  §  1.16(1). 

Section  §  1.53(e)  is  being  redesignated  as  §  1.53(e)(1)  and 
amended  to  refer  to  §  1.53(b)(1).  Also,  a  new  §  1.53(e)(2)  is 
being  added  to  indicate  that  a  provisional  apphcation  will  not 
be  given  a  substantive  examination  and  will  be  abandoned  no 
later  than  twelve  (12)  months  after  its  filing  date. 


Sections  §  1.55(a)  and  (b)  are  being  amended  to  clarify  that 
the  sections  apply  to  nonprovisional  applications  and  to  clarify 
that  a  nonprovisional  application  may  claim  the  benefit  of  one 
or  more  prior  foreign  apphcations  or  one  or  more  applications 
for  inventor's  certificate.  Also,§  1.55(a)  is  being  amended  to 
replace  the  reference  to  35  U.S.C.  119  with  a  reference  to  35 
U.S.C.  119(a)-(d).  In  addition,  the  reference  to  §  1.17(i)(l)  in 
§  1.55(a)  is  being  replaced  by  a  reference  to  §  1.1 7(i)  to  be 
consistent  with  the  change  to  §  1.17.  Section  §  1.55(b)  is  also 
being  amended  to  refer  to  35  U.S.C.  119(d)  to  conform  to  the 
paragraph  designations  contained  in  Pubhc  Law  103-465. 

Section  1.59  is  being  amended  to  clarify  that  the  retention 
fee  practice  set  forth  in  §  1.53(d)(1)  apphes  only  to  apphca- 
tions filed  under  §  1.53(b)(1). 

Section  §  1.60  is  being  amended  to  clarify  in  the  title  of  the 
section  and  in  paragraph  (b)(1)  that  the  procedure  set  forth  in 
the  section  is  only  available  for  fihng  a  continuation  or 
divisional  application  if  the  prior  application  was  a  nonprovi- 
sional apphcation  and  complete  as  set  forth  in  §  1.51(a)(1). 
Paragraph  (b)(4)  is  being  amended  to  delete  the  requkement 
that  the  statement  which  must  accompany  the  copy  of  the  prior 
application  include  the  language  that  "no  amendments  referred 
to  in  the  oath  or  declaration  filed  to  complete  the  prior 
apphcation  introduced  new  matter  therein."  The  requirement  is 
unnecessary  because  any  amendment  filed  to  complete  the 
prior  application  would  be  considered  a  part  of  the  original 
disclosure  of  the  prior  application  and,  by  definition,  could  not 
contain  new  matter.  Also,  paragraph  (b)(4)  is  being  amended  to 
refer  to  §  1.1 7(i). 

Section  §  1.62(a)  is  being  amended  to  clarify  that  the 
procedure  set  forth  in  the  section  is  only  available  for  filing  a 
continuation,  continuation-in-part,  or  divisional  application  of 
a  prior  nonprovisional  application  which  is  complete  as  de- 
fined in  §  1.51(a)(1).  Section  §  1.62(a)  is  also  being  amended 
to  clarify  that  a  continuing  application  may  be  filed  under  § 
1.62  after  payment  of  the  issue  fee  if  a  petition  under  § 
1.313(b)(5)  is  granted  in  the  prior  application  and  that  the 
request  for  a§  1.62  apphcation  must  include  identification  of 
the  inventors  named  in  the  prior  application.  The  phrase 
"Serial  number,  filing  date"  in  §  1.62(a)  is  being  changed  to 
"apphcation  number." 

Section  §  1.62(e)  is  being  amended  to  replace  the  reference 
to  §  1.17(i)(l)  with  a  reference  to  §  1.17(i)  to  be  consistent 
with  the  change  to  §  1.17.  Also,  the  term  "application  serial 
number"  in  §  1.62(e)  is  being  changed  to  "application  num- 
ber." 

Section  §  1.63(a)  is  being  amended  to  replace  the  reference 
to  §  1.51(a)(2)  with  a  reference  to  §  1.51(a)(1)(h)  in  order  to 
conform  with  the  changes  in  §  1.51  and  to  refer  to  an  oath  or 
declaration  filed  as  a  part  of  a  nonprovisional  application. 

Section  1.67(b)  is  being  amended  to  replace  the  reference  to 
§  1.53(d)  with  a  reference  to  §  1.53(d)(1)  in  order  to  conform 
with  the  changes  in  §  1.53.  Furthermore,  the  references  to  § 
1.53(b)  and  §  1.118  are  being  deleted  to  make  clear  that  the 
new  matter  exclusion  apphes  to  all  applications  including 
those  filed  under  §  1.60  and  §  1.62.Also,  the  section  is  being 
amended  to  refer  to  a  nonprovisional  apphcation. 

Sections  §  1.78(a)(1)  and  (a)(2)  are  being  amended  to  clarify 
that  the  sections  apply  to  nonprovisional  applications  claiming 
the  benefit  of  one  or  more  copending  nonprovisional  apphca- 
tions or  international  applications  designating  the  United 
States  of  America.  Section  §  1.78(a)(l)(iii)  is  being  amended 
to  refer  to  §  1.53(b)(1)  and  §  1.53(d)(1).  Section  §  1.78(a)(2) 
is  also  being  amended  to  eliminate  the  use  of  serial  number  and 
fihng  date  as  an  identifier  for  a  prior  apphcation.  The  section 
will  require  that  the  prior  application  be  identified  by  applica- 
tion number  (consisting  of  the  series  code  and  serial  number) 
or  international  apphcation  number  and  international  filing 
date. 

Sections  §  1.78(a)(3)  and  (a)(4)  are  being  added  to  set  forth 
the  conditions  under  which  a  nonprovisional  application  may 
claim  the  benefit  of  one  or  more  prior  copending  provisional 
applications.  The  later  filed  nonprovisional  application  must  be 
an  apphcation  other  than  for  a  design  patent  and  must  be 
copending  with  each  provisional  application.  There  must  be  a 
common  inventor  named  in  the  prior  provisional  application 
and  the  later  filed  nonprovisional  application.  Each  prior 
provisional  application  must  be  complete  as  set  forth  in  § 
1.51(a)(2),  or  entitled  to  a  filing  date  as  set  forth  in  §  1.53(b)(2) 
and  include  the  basic  filing  fee.  Section  §  1.78(a)(3)  also 
includes  the  warning  that  when  the  last  day  of  pendency  of  a 
provisional  application  falls  on  a  Saturday,  Sunday,  or  Federal 
hohday  within  the  District  of  Columbia,  any  nonprovisional 
application  claiming  benefit  of  the  provisional  application 
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must  be  filed  prior  to  the  Saturday,  Sunday,  or  Federal  holiday 
within  the  District  of  Columbia.  A  provisional  application  may 
be  abandoned  by  operation  of  35  U.S.C.  111(b)(5)  on  a 
Saturday,  Sunday,  or  Federal  holiday  within  the  District  of 
Columbia,  in  which  case,  a  nonprovisional  application  claim- 
ing benefit  of  the  provisional  application  under  35  U.S.C. 
119(e)  must  be  filed  no  later  than  the  preceding  day  which  is 
not  a  Saturday,  Sunday,  or  Federal  holiday  within  the  District 
of  Columbia. 

Section  §  1.78(a)(4)  is  also  being  added  to  provide  that  a 
nonprovisional  application  claiming  benefit  of  one  or  more 
provisional  applications  must  contain  a  reference  to  each 
provisional  application,  identifying  it  as  a  provisional  applica- 
tion and  including  the  provisional  application  number  (consist- 
ing of  series  code  and  serial  number).  The  section  does  not 
require  the  nonprovisional  application  to  identify  the  nonpro- 
visional application  as  a  continuation,  divisional  or  continua- 
tion-in-part application  of  the  provisional  application. 

Sections  §  1.83(a)  and  (c)  are  being  amended  to  clarify  that 
the  sections  apply  to  nonprovisional  applications. 

Section  1 .97(d)  is  being  amended  to  replace  the  reference  to 
§  1.17(i)(l)  with  a  reference  to  §  1.1 7(i)  to  be  consistent  with 
the  change  to  §  1.17. 

Section  1.101(a)  is  being  amended  to  indicate  that  the 
section  applies  to  nonprovisional  applications. 

Section  §  1. 102(d)  is  being  amended  to  replace  the  reference 
to  §  1.17(i)(2)  with  a  reference  to  §  1.17(i)  to  be  consistent 
with  the  change  to  §  1.17. 

Section  §  1.103(a)  is  amended  to  replace  the  reference  to  § 
1.17(i)(l)  with  a  reference  to  §  1.1 7(i)  to  be  consistent  with  the 
change  to  §  1.17. 

Section  §  1.29  is  being  added  to  set  forth  the  procedure  for 
implementing  certain  transitional  provisions  contained  in  Pub- 
lic Law  103-465.  Section  §  1.29(a)  provides  for  limited 
reexamination  of  applications  pending  for  2  years  or  longer  as 
of  June  8,  1995,  taking  into  account  any  reference  to  any 
earlier  application  under  35  U.S.C.  120,  121  or  365(c).  An 
applicant  will  be  entitled  to  have  a  first  submission  entered  and 
considered  on  the  merits  after  final  rejection  if  the  submission 
and  the  fee  set  forth  in  §  1.1 7(r)  are  filed  prior  to  the  filing  of 
an  Appeal  Brief  and  prior  to  abandonment  of  the  application. 
Section  §  1.29(a)  also  provides  that  the  finality  of  the  final 
rejection  is  automatically  withdrawn  upon  the  timely  filing  of 
the  submission  and  payment  of  the  fee  set  forth  in  §  1.17(r). 
After  submission  and  payment  of  the  fee  set  forth  in  §  1.17(r), 
the  next  PTO  action  on  the  merits  may  be  made  final  only 
under  the  conditions  currently  followed  by  the  PTO  for  making 
a  first  action  in  a  continuing  application  final.  If  a  subsequent 
final  rejection  is  made  in  the  application,  applicant  would  be 
entitled  to  have  a  second  submission  entered  and  considered  on 
the  merits  under  the  same  conditions  set  forth  for  consideration 
of  the  first  submission.  Section  §  1.29(a)  defines  the  term 
"submission"  as  including,  but  not  limited  to,  an  information 
disclosure  statement,  an  amendment  to  the  written  description, 
claims  or  drawings,  and  a  new  substantive  argument  or  new 
evidence  in  support  of  patentability.  For  example,  the  submis- 
sion may  include  an  amendment,  a  new  substantive  argument 
and  an  information  disclosure  statement.  In  view  of  the  fee  set 
forth  in  §  1.1 7(r),  any  information  disclosure  statement  previ- 
ously refused  consideration  in  the  application  because  of 
applicant's  failure  to  comply  with  §  1.97(c)  or  (d)  or  which  is 
filed  as  part  of  either  the  first  or  second  submission  will  be 
treated  as  though  it  had  been  filed  within  one  of  the  time 
periods  set  forth  in  §  1.97(b)  and  will  be  considered  without 
the  petition  and  petition  fee  required  in  §  1 .97(d),  if  it  complies 
with  the  requirements  of  §  1.98.  In  view  of  35  U.S.C.  132,  no 
amendment  considered  as  a  result  of  the  payment  of  the  fee  set 
forth  in  §  1.1 7(r)  may  introduce  new  matter  into  the  disclosure 
of  the  application. 

Section  §  1.29(b)(1)  is  being  added  to  provide  for  examina- 
tion of  more  than  one  independent  and  distinct  invention  in 
certain  applications  pending  for  3  years  or  longer  as  of  June  8, 
1995,  taking  into  account  any  reference  to  any  earlier  appli- 
cation under  35  U.S.C.  120,  121  or  365(c).  Under  §  1.29(b)(1), 
a  requirement  for  restriction  or  for  the  filing  of  divisional 
applications  would  only  be  made  or  maintained  in  the  appli- 
cation after  June  8,  1995,  if:  (1)  the  requirement  was  made  in 
the  application  or  in  an  earlier  application  relied  on  under  35 
U.S.C.  120,  121  or  365(c)  prior  to  April  8,  1995;  (2)  the 
examiner  has  not  made  a  requirement  for  restriction  in  the 
present  or  parent  application  prior  to  April  8,  1995,  due  to 
actions  by  the  applicant;  or  (3)  the  required  fee  for  examination 
of  each  additional  invention  was  not  paid.  Under  §  1.29(b)(2), 
if  the  application  contains  claims  to  more  than  one  independent 


and  distinct  invention,  and  no  requirement  for  restriction  or  for 
the  filing  of  divisional  applications  can  be  made  or  maintained, 
applicant  will  be  notified  and  given  a  time  period  to  (i)  elect 
the  invention  or  inventions  to  be  searched  and  examined,  if  no 
election  has  been  made  prior  to  the  notice,  and  pay  the  fee  set 
forth  in  §  1.1 7(s)  for  each  independent  and  distinct  invention 
claimed  in  the  application  in  excess  of  one  which  applicant 
elects,  (ii)  in  situations  where  an  election  was  made  in  response 
to  a  requirement  for  restriction  that  cannot  be  maintained, 
confirm  the  election  made  prior  to  the  notice  and  pay  the  fee 
set  forth  in  §  1.17(s)  for  each  independent  and  distinct 
invention  claimed  in  the  application  in  addition  to  the  one 
invention  which  applicant  previously  elected,  or  (iii)  file  a 
petition  under  §  1.29(b)(2)  traversing  the  requirement  without 
regard  to  whether  the  requirement  has  been  made  final.  No 
petition  fee  is  required.  Section  §  1 .29(b)(2)  also  provides  that 
if  the  petition  is  filed  in  a  timely  manner,  the  original  time 
period  for  electing  and  paying  the  fee  set  forth  in  §  1.17(s)  will 
be  deferred  and  any  decision  on  the  petition  affirming  or 
modifying  the  requirement  will  set  a  new  time  period  to  elect 
the  invention  or  inventions  to  be  searched  and  examined  and  to 
pay  the  fee  set  forth  in  §  1.1 7(s)  for  each  independent  and 
distinct  invention  claimed  in  the  application  in  excess  of  one 
which  applicant  elects.  Under  §  1.29(b)(3),  each  additional 
invention  for  which  the  required  fee  set  forth  in  §  1.1 7(s)  has 
not  been  paid  will  be  withdrawn  from  consideration  under  § 
1.142(b).  An  applicant  who  desires  examination  of  an  inven- 
tion so  withdrawn  from  consideration  can  file  a  divisional 
application  under  35  U.S.C.  121. 

Section  §  1.29(c)  is  being  added  to  clarify  that  the  provisions 
of  §  1.29(a)  and  (b)  are  not  applicable  to  any  application  filed 
after  June  8,  1995.  However,  any  application  filed  on  June  8, 
1995,  would  be  subject  to  a  20-year  patent  term. 

Section  §  1.137  is  being  amended  by  revising  paragraph  (c) 
to  eliminate,  in  all  applications  filed  on  or  after  June  8,  1995, 
except  design  applications,  the  requirement  that  a  terminal 
disclaimer  accompany  any  petition  under  §  1.137(a)  not  filed 
within  six  (6)  months  of  the  date  of  the  abandonment  of  the 
apphcation.  The  language  "filed  before  June  8,  1995"  and 
"filed  on  or  after  June  8,  1995"  as  used  in  the  amended  rule, 
refer  to  the  actual  United  States  filing  date,  without  reference 
to  any  claim  for  benefit  under  35  U.S.C.  120,  121  or  365. 

Section  1.139  is  being  added  to  set  forth  the  procedure  for 
reviving  a  provisional  application  where  the  delay  was  un- 
avoidable or  unintentional.  Section  1.139(a)  addresses  the 
revival  of  a  provisional  application  where  the  delay  was 
unavoidable  and  §  1.139(b)  addresses  the  revival  of  a  provi- 
sional application  where  the  delay  was  unintentional.  Appli- 
cant may  petition  to  have  an  abandoned  provisional  application 
revived  as  a  pending  provisional  application  for  a  period  of  no 
longer  than  twelve  months  from  the  filing  date  of  the  provi- 
sional application  where  the  delay  was  unavoidable  or  unin- 
tentional. It  would  be  permissible  to  file  a  petition  for  revival 
later  than  twelve  months  from  the  filing  date  of  the  provisional 
application  but  only  to  revive  the  application  for  the  twelve- 
month period  following  the  filing  of  the  provisional  applica- 
tion. Thus,  even  if  the  petition  were  granted  to  reestablish  the 
pendency  up  to  the  end  of  the  twelve-month  period,  the 
provisional  application  would  not  be  considered  pending  after 
twelve  months  from  its  filing  date.  The  requirements  for 
reviving  an  abandoned  provisional  application  set  forth  in  § 
1.139  parallel  the  existing  requirements  set  forth  in  §  1.137. 

Sections  §  1.177,  §  1.312(b),  §  1.313(a),  and  §  1.314  are 
being  amended  to  replace  the  references  to  §  1.17(i)(l)  with 
references  to  §  1.1 7(i)  to  be  consistent  with  the  change  to  § 
1.17. 

Section  §  1.316(d)  is  being  amended  to  eliminate,  in  all 
applications  filed  on  or  after  June  8,  1995,  except  design 
applications,  the  requirement  that  a  terminal  disclaimer  accom- 
pany any  petition  under  §  1.316(b)  not  filed  within  six  (6) 
months  of  the  date  of  the  abandonment  of  the  application. 
Acceptance  of  a  late  payment  of  an  issue  fee  in  a  design 
application  is  specifically  provided  for  in  1.155.  Therefore,  § 
1.316  does  not  apply  to  design  applications.  The  language 
"filed  before  June  8,  1995"  as  used  in  the  amended  rule,  refers 
to  the  actual  United  States  filing  date,  without  reference  to  any 
claim  for  benefit  under  35  U.S.C.  120,  121  or  365. 

Section  §  1.317(d)  is  being  removed  and  reserved  to 
eliminate  the  requirement  that  a  terminal  disclaimer  accom- 
pany any  petition  under  §  1.317(b)  not  filed  within  six  (6) 
months  of  the  date  of  lapse  of  the  patent. 

Section  1.666  is  being  amended  to  replace  the  reference  to 
§  1.17(i)(l)  with  a  reference  to  §  1.1 7(i)  to  be  consistent  with 
the  change  to  §  1.17. 
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Section  §  1.701  is  being  added  to  set  forth  the  procedure  the 
PTO  will  follow  in  calculating  the  length  of  any  extension  of 
patent  temi  to  which  an  applicant  is  entitled  under  35  U.S.C. 
154(b)  where  the  issuance  of  a  patent  on  an  application,  other 
than  for  designs,  filed  on  or  after  June  8,  1995,  was  delayed 
due  to  certain  causes  of  prosecution  delay.  Applicants  need  not 
file  a  request  for  the  extension  of  patent  terni  under 

§  1.701.  The  extension  of  patent  term  is  automatic  by 
operation  of  law.  It  is  currendy  anticipated  that  applicant  will 
be  advised  as  to  the  length  of  any  patent  term  extension  at  the 
time  of  receiving  the  Notice  of  Allowance  and  Issue  Fee  Due. 
Review  of  the  length  of  a  patent  term  extension  calculated  by 
the  PTO  under  §  1.701  prior  to  the  issuance  of  the  patent  would 
be  by  way  of  petition  under  §  1.181.  If  an  error  is  noted  after 
the  patent  issues,  patentee  and  any  third  party  may  seek 
correction  of  the  period  of  patent  term  granted  by  fifing  a 
request  for  Certificate  of  Correction  pursuant  to  §  1.322.  The 
PTO  intends  to  identify  the  length  of  any  patent  term  extension 
calculated  under  §  1.701  on  the  printed  patent. 

Section  §  1.701(a)  is  being  added  to  identify  those  patents 
which  are  entitled  to  an  extension  of  patent  term  under  35 
U.S.C.  154(b). 

Section  §  1.701(b)  is  being  added  to  provide  that  the  term  of 
a  patent  entitled  to  extension  under  §  1.701(a)  shall  be 
extended  for  the  sum  of  the  periods  of  delay  calculated  under 
§  1.701(c)(1),  (c)(2),  (c)(3)  and  (d),  to  the  extent  that  those 
periods  are  not  overlapping,  up  to  a  maximum  of  five  years. 
The  section  also  provides  that  the  extension  will  run  from  the 
expiration  date  of  the  patent. 

Section  §  1.701(c)(1)  is  being  added  to  set  forth  the  method 
for  calculating  the  period  of  delay  where  the  delay  was  a  result 
of  an  interference  proceeding  under  35  U.S.C.  135(a).  The 
period  of  delay  with  respect  to  each  interference  in  which  the 
application  was  involved  is  calculated  under  §  1.701(c)(l)(i)  to 
include  the  number  of  days  in  the  period  beginning  on  the  date 
the  interference  was  declared  or  redeclared  to  involve  the 
application  in  the  interference  and  ending  on  the  date  that  the 
interference  was  terminated  with  respect  to  the  application.  An 
interference  is  considered  terminated  as  of  the  date  the  time  for 
filing  an  appeal  under  35  U.S.C.  141  or  civil  action  under  35 
U.S.C.  146  expired.  If  an  appeal  under  35  U.S.C.  141  is  taken 
to  the  Court  of  Appeals  for  the  Federal  Circuit,  the  interference 
terminates  on  the  date  of  receipt  of  the  court's  mandate  by  the 
PTO.  If  a  civil  action  is  filed  under  35  U.S.C.  146,  and  the 
decision  of  the  district  court  is  not  appealed,  the  interference 
terminates  on  the  date  the  time  for  filing  an  appeal  from  the 
court's  decision  expires.  See  section  2361  of  the  MPEP.  The 
period  of  delay  with  respect  to  an  appUcation  suspended  by  the 
PTO  due  to  interference  proceedings  under  35  U.S.C.  135(a) 
not  involving  the  application  is  calculated  under  § 
1.701(c)(l)(ii)  to  include  the  number  of  days  in  the  period 
beginning  on  the  date  prosecution  in  the  application  is  sus- 
pended due  to  interference  proceedings  not  involving  the 
application  and  ending  on  the  date  of  the  termination  of  the 
suspension.  The  period  of  delay  under  §  1.701(a)(1)  is  the  sum 
of  the  periods  calculated  under  §  1.701(c)(l)(i)  and  (c)(l)(ii), 
to  the  extent  that  the  periods  are  not  overlapping. 

Section  §  1.701(c)(2)  is  being  added  to  set  forth  the  method 
for  calculating  the  period  of  delay  where  the  delay  was  a  result 
of  the  application  being  placed  under  a  secrecy  order. 

Section  §  1.701(c)(3)  is  being  added  to  set  forth  the  method 
for  calculating  the  period  of  delay  where  the  delay  was  a  result 
of  appellate  review.  The  period  of  delay  is  calculated  under  § 
1.701(c)(3)  to  include  the  number  of  days  in  the  period 
beginning  on  the  date  on  which  an  appeal  to  the  Board  of 
Patent  Appeals  and  Interferences  was  filed  under  35  U.S.C. 
134  and  ending  on  the  date  of  a  final  decision  in  favor  of  the 
apphcant  by  the  Board  of  Patent  Appeals  and  Interferences  or 
by  a  Federal  court  in  an  appeal  under  35  U.S.C.  141  or  a  civil 
action  under  35  U.S.C.  145. 

Section  §  1.701(d)  is  being  added  to  set  forth  the  method  for 
calculating  any  reduction  in  the  period  calculated  under  § 
1.701(c)(3).  As  required  by  35  U.S.C.  154(b)(3)(B),  § 
1.701(d)(1)  provides  that  the  period  of  delay  calculated  under 
§  1.701(c)(3)  shall  be  reduced  by  any  time  during  the  period  of 
appellate  review  that  occurred  before  three  years  from  the 
filing  date  of  the  first  national  application  for  patent  presented 
for  examination.  The  "filing  date"  for  the  purpose  of  § 
1.701(d)(1)  would  be  the  earliest  effective  U.S.  filing  date,  but 
not  including  the  fifing  date  of  a  provisional  application  or  the 
international  filing  date  of  a  PCT  application.  For  PCT 
applications  entering  the  national  stage,  the  PTO  will  consider 
the  "filing  date"  for  the  purpose  of  §  1.701(d)(1)  to  be  the  date 


on  which  applicant  has  complied  with  the  requirements  of  § 
1.494(b),  or  §  1.495(b),  if  applicable. 

As  contained  in  Public  Law  103-465,  35  U.S.C. 
154(b)(3)(C)  states  that  the  period  of  extension  referred  to  in 
35  U.S.C.  154(b)(2)  "shall  be  reduced  for  the  period  of  time 
during  which  the  applicant  for  patent  did  not  act  with  due 
diligence,  as  determined  by  the  Commissioner."  Section  § 
1.701(d)(2)  is  being  added  to  provide  that  the  period  of  delay 
calculated  under  §  1.701(c)(3)  shall  be  reduced  by  any  time 
during  the  period  of  appellate  review,  as  determined  by  the 
Commissioner,  during  which  the  applicant  for  patent  did  not 
act  with  due  diligence.  Section  §  1.7(3 1(d)(2)  also  provides  that 
in  determining  the  due  diligence  of  an  applicant,  the  Commis- 
sioner may  examine  the  facts  and  circumstances  of  the 
applicant's  actions  during  the  period  of  appellate  review  to 
detennine  whether  the  applicant  exhibited  that  degree  of 
timeliness  as  may  reasonably  be  expected  from,  and  which  is 
ordinarily  exercised  by,  a  person  during  a  period  of  appellate 
review.  Acts  which  the  Commissioner  considers  to  constitute 
prima  facie  evidence  of  lack  of  due  diligence  under  § 
1.701(d)(2)  are  suspension  at  applicant's  request  under  § 
1.103(a)  during  the  period  of  appellate  review  and  abandon- 
ment during  the  period  of  appellate  review. 

Section  3.21  is  being  amended  to  provide  that  an  assignment 
relating  to  a  national  patent  application  must  identify  the 
national  patent  application  by  the  application  number  (consist- 
ing of  the  series  code  and  the  serial  number,  e.g.,  07/123,456) 
and  to  eliminate  the  use  of  serial  number  and  filing  date  as  an 
identifier  for  national  patent  applications  in  assignment  docu- 
ments. This  change  is  intended  to  eliminate  any  confusion  as  to 
whether  an  application  identified  by  its  serial  number  and  filing 
date  in  an  assigimient  document  is  an  application  filed  under  § 
1.53(b)(1),  §  1.60  or  §  1.62  or  a  design  appUcation  or  a 
provisional  application  since  there  is  a  different  series  code 
assigned  to  each  of  these  types  of  appfications. 

Section  3.21  is  also  being  amended  to  provide  that  if  an 
assigrmient  of  a  patent  appUcation  filed  under  §  1.53(b)(1)  or 
§  1.62  is  executed  concurrently  with,  or  subsequent  to,  the 
execution  of  the  patent  application,  but  before  the  patent 
application  is  filed,  it  must  identify  the  patent  application  by  its 
date  of  execution,  name  of  each  inventor,  and  title  of  the 
invention  so  that  there  can  be  no  mistake  as  to  the  patent 
application  intended. 

Further,  3.21  is  being  amended  to  provide  that  if  an 
assigrmient  of  a  provisional  application  is  executed  before  the 
provisional  application  is  filed,  it  must  identify  the  provisional 
application  by  name  of  each  inventor  and  title  of  the  invention 
so  that  there  can  be  no  mistake  as  to  the  provisional  application 
intended. 

Section  3.81  is  being  amended  to  replace  the  reference  to  § 
1.17(i)(l)  with  a  reference  to  §  1.17(i)  to  be  consistent  with  the 
change  to  §  1.17. 

Responses  to  and  Analysis  of  Comments:  Forty-nine  written 
comments  were  received  in  response  to  the  Notice  of  Proposed 
Rulemaking.  These  comments,  along  with  those  made  at  the 
public  hearing,  have  been  analyzed.  Some  suggesfions  made  in 
the  comments  have  been  adopted  and  others  have  not  been 
adopted.  Responses  to  the  comments  follow: 

General  Comments 

1.  Comment:  One  comment  questioned  the  use  of  the  word 
"proposed"  in  the  notice  of  proposed  rulemaking  in  describing 
the  statutory  amendments  contained  in  Public  Law  103-465. 
Response:  The  statutory  changes  contained  in  Public  Law 
103-465  were  described  as  "proposed"  changes  in  the  Notice" 
of  Proposed  Rulemaking  because  the  President  had  not  signed 
the  legislation  at  the  time  the  notice  was  prepared  for  publi- 
cation. In  fact,  the  legislation  was  signed  by  the  President  on 
December  8,  1994,  which  is  the  date  of  enactment. 

2.  Comment:  Several  comments  urged  the  PTO  to  favorably 
consider  the  17/20  patent  term  specified  in  H.R.  359  since  this 
proposed  legislation  would  overcome  the  existing  impact  of 
extended  PTO  prosecution  and  eliminate  patent  term  exten- 
sions for  prosecution  delays.  Furthermore,  the  proposed  legis- 
lation is  consistent  with  the  Uruguay  Round  Agreements  Act, 
Public  Law  103-465. 

Response:  The  administration  and  the  PTO  strongly  believe 
that  the  20-year  patent  term  as  enacted  in  Public  Law  103-465 
is  the  appropriate  way  to  implement  the  20-year  patent  term 
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required  by  the  GATT  Uruguay  Round  Agreements  Act.  The 
PTO  will  take  steps  to  ensure  that  processing  and  examination 
of  applications  are  handled  expeditiously. 

3.  Comment:  One  comment  stated  that  the  proposed  rules  are 
premature  in  view  of  the  Rohrabacher  bill,  H.R.  359. 
Response:  The  proposed  rules  are  not  premature.  Public  Law 
103-465  was  signed  into  law  on  December  8,  1994,  with  an 
effective  date  of  June  8,  1995,  for  the  implementation  of  the 
20-year  patent  term  and  provisional  applications.  The  Com- 
missioner must  promulgate  regulations  to  implement  the 
changes  required  by  Public  Law  103-465. 

4.  Comment:  One  comment  stated  that  there  is  nothing  in  the 
TRIPs  agreement  that  requires  the  term  to  be  measured  from 
filing,  nor  that  provisional  applications  be  provided  for,  nor 
that  new  fees  of  $730  as  set  forth  in  §  1.1 7(r)  and  (s)  be 
estabUshed.  It  is  suggested  that  35  U.S.C.  154  be  amended  to 
provide  that  "every  patent  (other  than  a  design  patent)  shall  be 
granted  a  term  of  twenty  years  from  the  patent  issue  date, 
subject  to  the  payment  of  maintenance  fees."  It  was  also 
suggested  that  the  section  regarding  maintenance  fees  be 
amended  to  add  a  new  fee  payable  at  16.5  years  of  $5000  (for 
large  entity )/$2500  (for  small  entity)  for  maintenance  of  patent 
between  17  and  20  years. 

Response:  The  suggestion  has  not  been  adopted.  The  admin- 
istration and  the  PTO  strongly  believe  that  the  20-year  patent 
term  as  enacted  in  Public  Law  103-465  is  the  appropriate  way 
to  implement  the  20-year  patent  term  required  by  the  GATT 
Uruguay  Round  Agreements  Act.  The  establishment  of  a 
provisional  application  is  not  required  by  GATT.  The  provi- 
sional application  has  been  adopted  as  a  mechanism  to  provide 
easy  and  inexpensive  entry  into  the  patent  system.  The  filing  of 
provisional  applications  is  optional.  Provisional  applications 
will  place  domestic  applicants  on  an  equal  footing  with  foreign 
applicants  as  far  as  the  measurement  of  term  is  concerned 
because  the  domestic  priority  period,  like  the  foreign  priority 
period,  is  not  counted  in  determining  the  endpoint  of  the  patent 
term.  As  to  the  §  1.1 7(r)  and  (s)  fees,  the  statute  authorizes  the 
Commissioner  to  establish  appropriate  fees  for  further  limited 
reexamination  of  applications  and  for  examination  of  more 
than  one  independent  and  distinct  inventions  in  an  application. 

5.  Comment:  One  comment  suggested  that  the  20-year  patent 
term  of  claims  drawn  to  new  matter  in  continuation-in-part 
(CIP)  applications  be  measured  from  the  filing  date  of  the  CIP 
application,  irrespective  of  any  reference  to  a  parent  applica- 
tion under  35  U.S.C.  120. 

Response:  The  suggestion  has  not  been  adopted.  The  term  of  a 
patent  is  not  based  on  a  claim-by-claim  approach.  Under  35 
U.S.C.  154(a)(2),  if  an  application  claims  the  benefit  of  the 
filing  date  of  an  earlier  filed  application  under  35  U.S.C.  120. 
121  or  365(a).  the  20-year  term  of  that  application  will  be 
based  upon  the  filing  date  of  the  earliest  U.S.  application  that 
the  application  makes  reference  to  under  35  U.S.C.  120,  12 1  or 
365(a).  For  a  CIP  application,  applicant  should  review  whether 
any  claim  in  the  patent  that  will  issue  is  supported  in  an  earlier 
application.  If  not,  applicant  should  consider  canceling  the 
reference  to  the  earlier  filed  application. 

6.  Comment:  One  comment  objected  to  the  20-year  term 
provisions  of  Public  Law  103-465  because  it  was  believed  that 
payment  of  maintenance  fees  would  be  required  earlier  under 
20-year  term  than  under  17-year  temi. 

Response:  The  payment  of  maintenance  fees  are  not  due  earlier 
under  20-year  term  than  under  17-year  term.  Maintenance  fees 
continue  to  be  due  at  3.5.  7.5  and  J 1 .5  years  from  the  issue  date 
of  the  patent. 

7.  Comment:  Several  comments  suggested  that  the  expiration 
date  be  printed  on  the  face  of  the  patent. 

Response:  The  suggestion  has  not  been  adopted.  The  expira- 
tion date  will  not  be  printed  on  the  face  of  the  patent.  The  PTO 
will  publish  any  patent  term  extension  that  is  granted  as  u 
result  of  administrative  delay  pursuant  to  §  1.701  on  the  face 
of  the  patent.  The  term  of  a  patent  will  be  readily  discernible 
from  the  face  of  the  patent.  Furthermore,  it  is  noted  ihat  the 
term  of  a  patent  is  dependent  on  the  timely  payment  oj 
maintenance  fees  which  is  not  printed  on  the  face  of  the  patent. 

8.  Comment:  One  comment  suggested  that  in  order  to  aid  the 
bar  in  advising  clients  as  to  whether  a  provisional  application 
has  had  its  priority  claimed  in  a  patent,  the  PTO  should 
somehow  link  the  provisional  application  number  with  the 


complete  application  number  and/or  the  patent  number. 
Response:  It  is  contemplated  by  the  PTO  that  all  provisional 
applications  will  be  given  application  numbers,  starting  with  a 
series  code  "60"  followed  by  a  six  digit  number,  e.g.,  "60/ 
123,456."  If  a  subsequent  35  U.S.C.  111(a)  application  claims 
the  benefit  of  the  filing  date  of  the  provisional  application 
pursuant  to  35  U.S.C.  119(e)  and  the  35  U.S.C.  111(a) 
application  results  in  a  patent,  the  provisional  application 
would  be  listed  by  its  application  number  and  filing  date  on  the 
face  of  the  patent  under  the  heading  "Related  U.S.  Application 
Data."  The  public  will  be  able  to  identify  an  application  under 
the  above-noted  heading  as  a  provisional  application  by 
checking  to  see  if  it  has  a  series  code  of  "60." 

9.  Comment:  Several  comments  suggested  that  the  PTO 
consider  modifying  the  rules  to  permit  the  filing  of  all 
applications  by  assignees.  This  would  promote  harmonization 
with  other  patent  laws  throughout  the  world  and  would 
eliminate  one  of  the  difficulties  which  will  occur  for  the  PTO 
in  considering  claims  for  priority  based  on  the  filing  of  a 
provisional  application. 

Response:  Assignee  filing  was  recommended  in  the  1992 
Advisory  Commission  Report  on  Patent  Law  Reform.  The 
PTO  is  currently  undertaking  a  project  to  reengineer  the  entire 
patent  process.  The  suggestion  will  be  taken  under  advisement 
in  that  project. 

10.  Comment:  Several  comments  stated  that  a  complete  pro- 
visional application  should  not  be  forwarded  to  a  central 
repository  for  storage. 

Response:  In  view  of  the  relatively  small  filing  fee  for  a 
provisional  application  and  the  fact  that  the  provisional  appli- 
cation will  not  be  examined,  PTO  handling  must  be  kept  to  a 
minimum  and  these  provisional  applications,  once  complete, 
will  be  sent  to  the  Files  Repository  for  storage  rather  than 
being  kept  in  the  examination  area  of  the  PTO. 

11.  Comment:  One  comment  suggested  that  the  provisional 
application  be  maintained  with  the  35  U.S.C.  111(a)  applica- 
tion because  the  examiner  may  need  it  to  determine  whether 
the  35  U.S.C.  111(a)  application  is  entitled  to  the  benefit  of  the 
prior  provisional  application  and  in  the  event  of  18-month 
publication,  there  will  be  a  demand  for  accessibility  by  the 
public  to  the  provisional  and  35  U.S.C.  111(a)  applications 
upon  publication. 

Response:  The  suggestion  has  not  been  adopted.  Benefit  of  the 
same  provisional  application  may  be  claimed  in  a  number  of 
35  U.S.C.  111(a)  applications.  If  the  PTO  is  to  maintain  the 
provisional  application  file  with  one  of  several  35  U.S.C. 
111(a)  applications  claiming  benefit  of  the  provisional  appli- 
cation and  the  35  U.S.C.  111(a)  application  containing  the 
provisional  application  file  were  to  go  abandoned  while  one  of 
the  other  35  U.S.C.  111(a)  applications  issues,  the  public 
would  be  entitled  to  inspect  the  provisional  application  file  but 
not  the  abandoned  35  U.S.C.  1 1 1(a)  application  file  containing 
the  provisional  application  file.  This  would  create  access 
problems. 

12.  Comment:  One  comment  suggested  that  provisional  appli- 
cations be  available  in  full  to  the  public  if  the  benefit  of  priority 
is  being  claimed. 

Response:  Section  1.14  relating  to  access  applies  to  all 
applications  including  provisional  applications.  If  the  benefit 
of  a  provisional  application  is  claimed  in  a  later  filed  35  U.S.C. 
1 1 1(a)  application  which  resulted  in  a  patent,  then  access  to  the 
provisional  application  will  be  available  to  the  public  pursuant 
to  1.14.  The  mere  fact  that  a  provisional  application  is  claimed 
in  a  later  filed  35  U.S.C.  111(a)  application  does  not  give  the 
public  access  to  the  provisional  application  unless  the  35 
U.S.C.  111(a)  application  issues  as  a  patent. 

13.  Comment:  Several  comments  requested  that  the  PTO 
clarify  whether  a  "^5  U.S.C.  1 1 1(a)  application  will  be  accorded 
an  effective  date  as  a  reference  under  35  U.S.C.  102(e)  as  of 
the  filing  date  of  the  provisional  application  for  which  benefit 
under  35  U.S.C.  119(e)  is  claimed.  If  so,  the  comment 
questioned  whether  pending  applications  will  be  rejected  under 
35  U.S.C.  102(e)  on  the  basis  that  an  invention  was  described 
in  a  patent  granted  on  a  provisional  application  by  another  filed 
in  the  U.S.  before  the  invention  thereof  by  the  applicant  for 
patent. 

Response:  If  a  patent  is  granted  on  a  35  U.S.C.  111(a) 
application  claiming  the  benefit  of  the  filing  date  of  a  provi- 
sional application,  the  filing  date  of  the  provisional  application 
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will  be  the  35  U.S.C.  102(e)  prior  art  date.  A  pending 
application  will  be  rejected  under  35  U.S.C.  102(e)  on  the  basis 
that  an  invention  was  described  in  a  patent  granted  on  a  35 
U.S.C.  111(a)  application  which  claimed  the  benefit  of  the 
filing  date  of  a  provisional  appUcation  by  another  filed  in  the 
U.S.  before  the  invention  thereof  by  the  applicant  for  patent. 

14.  Comment:  One  comment  suggested  that  the  PTO  issue  a 
final  rule  stating  that  if  a  35  U.S.C.  111(a)  appUcation  claims 
the  benefit  of  the  filing  date  of  a  provisional  application,  the 
"inventive  entity"  for  the  purposes  of  35  U.S.C.  102(e)  will  be 
the  inventors  listed  on  the  issued  patent,  and  the  list  of 
inventors  in  the  provisional  application  shall  have  no  efifect  on 
the  identity  of  an  "inventive  entity"  for  the  purposes  of  35 
U.S.C.  102(e). 

Response:  The  suggestion  has  not  been  adopted.  The  "inven- 
tive entity"  for  the  purpose  of  35  U.S.C.  102(e)  is  determined 
by  the  patent  and  not  by  the  inventors  named  in  the  provisional 
application.  As  long  as  the  requirements  of  35  U.S.C.  119(e) 
are  satisfied,  a  patent  granted  on  a  35  U.S.C.  111(a)  application 
which  claimed  the  benefit  of  the  filing  date  of  a  provisional 
application  has  a  35  U.S.C.  102(e)  prior  art  effect  as  of  the 
filing  date  of  the  provisional  application  based  on  the  inventive 
entity  of  the  patent.  It  is  clear  from  35  U.S.C.  102(e)  that  the 
inventive  entity  is  determined  by  the  patent  and  a  rule  to  this 
efifect  is  not  necessary. 

15.  Comment:  One  comment  requested  the  PTO  to  express  its 
position  as  to  whether  the  filing  of  a  provisional  application 
with  the  subsequent  filing  of  a  35  U.S.C.  111(a)  apphcation 
claiming  benefit  of  the  provisional  application  under  35  U.S.C. 
119(e)  creates  a  prior  art  date  against  other  patent  applicants 
under  35  U.S.C.  102(g). 

Response:  As  to  35  U.S.C.  102(g),  the  filing  of  a  provisional 
application  with  the  subsequent  filing  of  a  35  U.S.C.  111(a) 
application  claiming  benefit  of  the  provisional  application 
under  35  U.S.C.  119(e)  creates  a  prior  art  date  under  35  U.S.C. 
102(g)  as  of  the  filing  date  of  the  provisional  application. 

16.  Comment:  One  comment  suggested  that  in  view  of  the 
20-year  patent  term  measured  from  filing,  §  1.103(a)  should  be 
deleted.  The  PTO  should  not  have  the  right  to  suspend  action 
on  any  appUcation,  thereby  reducing  appUcant's  term  of 
protection. 

Response:  Section  §  1.103(a)  refers  to  suspension  of  action  as 
a  result  of  a  request  by  applicant.  If  appUcant  wishes  to 
suspend  prosecution  and  thereby  reduce  his/her  term  of  pro- 
tection, applicant  should  be  permitted  to  do  so. 

17.  Comment:  One  comment  suggested  that  in  order  to  avoid 
delays  resulting  from  consideration  of  petitions  to  withdraw 
premature  notices  of  abandonment,  examiners  should  be  re- 
quired to  contact  an  attorney  of  record  prior  to  abandoning  the 
appUcation  to  find  out  if  a  response  to  an  Ofl&ce  communica- 
tion has  been  filed. 

Response:  The  suggestion  has  not  been  adopted.  However,  in 
order  to  avoid  loss  of  patent  term,  applicants  are  encouraged  to 
check  on  the  status  in  cases  where  applicants  have  not  received 
a  return  postcard  from  the  PTO  within  two  (2)  weeks  of  the 
filing  of  any  response  to  a  PTO  action.  1 1 1 

18.  Comment:  One  comment  asked  whether  there  is  a  "cut-off' 
date  after  which  patentees  may  lose  the  opportunity  to  choose 
17  vs.  20-year  patent  term. 

Response:  The  "cut-ofif  date  is  June  8,  1995.  A  patent  that  is 
in  force  on  June  8,  1995,  or  a  patent  that  issues  after  June  8, 
1995,  on  an  appUcation  filed  before  June  8,  1995,  is  automati- 
cally entitled  to  the  longer  of  the  20-year  patent  term  measured 
from  the  earliest  U.S.  effective  filing  date  or  17  years  from 
grant.  This  is  automatic  by  operation  of  law.  Patentees  need  not 
make  any  election  to  be  entitled  to  the  longer  term.  A  patent 
that  issues  on  an  appUcation  filed  on  or  after  June  8,  1995  is 
entitled  to  a  20-year  patent  term  measured  from  the  earliest 
U.S.  effective  fiUng  date.  1 

19.  Comment:  One  comment  stated  that  there  is  no  clear 
guidance  as  to  a  patentee's  "bonus  rights"  that  may  arise 
because  of  the  difference  in  a  17-year  term  vs.  a  20-year  term. 
Will  parties  that  were  previously  in  a  licensing  arrangement 
have  to  renegotiate  terms  for  the  bonus  patent  term? 
Response:  Section  154(c)  of  title  35,  United  States  Code,  states 
that  the  remedies  of  sections  283  (injunction),  284  (damages) 
and  285  (attorney  fees)  shall  not  apply  to  acts  which  were 
commenced  or  for  which  substantial  investment  was  made 


before  June  8,  1995,  and  became  infringing  by  reason  of  the 
17/20  year  term  and  that  these  acts  may  be  continued  only 
upon  the  payment  of  an  equitable  remuneration  to  the  patentee 
that  is  determined  in  an  action  brought  under  chapters  28  and 
29  of  Title  35.  There  is  no  guidance  provided  in  the  statute  as 
to  the  meaning  of  "substantial  investment"  and  "equitable 
remuneration."  Licensing  arrangements  are  between  the  parties 
to  the  agreement  and  are  determined  by  the  terms  of  the 
agreement  and  state  law  and  are  outside  the  jurisdiction  of  the 
PTO. 

20.  Comment:  One  comment  questioned  whether  an  interna- 
tional application  designating  the  U.S.  filed  before  June  8, 
1995,  with  entry  into  the  U.S.  national  stage  on  or  after  June  8, 
1995,  preserves  the  17-year  patent  term  measured  from  grant. 
Response:  An  international  application  designating  the  U.S. 
that  is  filed  before  June  8,  1995,  with  entry  into  the  U.S. 
national  stage  under  35  U.S.C.  371  on  or  after  June  8,  1995, 
preserves  the  option  for  a  17-year  patent  term  measured  from 
date  of  grant. 

21.  Comment:  One  comment  suggested  that  35  U.S.C.  371(c) 
be  amended  because  a  declaration  should  not  be  required  to 
obtain  a  filing  date  and  a  prior  art  date  under  35  U.S.C.  102(e). 
Response:  The  suggestion  has  not  been  adopted.  This  issue 
was  not  addressed  in  the  Notice  of  Proposed  Rulemaking. 
However,  the  suggestion  will  be  taken  under  advisement  as 
part  of  a  comprehensive  effort  being  conducted  by  the  PTO  to 
reengineer  the  entire  patent  process. 

22.  Comment:  One  comment  suggested  that  §  1.604,  §  1.605 
and  §  1.607  be  amended  to  state  that  provisional  applications 
are  not  subject  to  interference. 

Response:  The  suggestion  has  not  been  adopted  because  it  is 
unnecessary.  By  statute,  35  U.S.C.  111(b)(8),  provisional 
applications  are  not  subject  to  35  U.S.C.  135,  i.e.,  a  provisional 
application  will  not  be  placed  in  interference. 

23.  Comment:  One  comment  suggested  that  §  1.82 1-§  1.825  be 
amended  so  that  (1)  only  unbranched  sequences  of  ten  or  more 
amino  acids  and  twenty  or  more  nucleotides  which  are  claimed 
have  to  be  included  in  Sequence  Listings,  (2)  previously 
published  sequences  can  be  omitted,  and  (3)  the  sequences  of 
primers  and  oUgonucleotide  probes  should  not  be  included  in 
a  Sequence  Listing  if  encompassed  by  another  disclosed 
sequence. 

Response:  The  suggestion  has  not  been  adopted.  There  was  no 
change  proposed  to  §  1.821-§  1.825  in  the  Notice  of  Proposed 
Rulemaking.  However,  the  suggestion  will  be  taken  under 
advisement  as  part  of  a  comprehensive  effort  being  conducted 
by  the  PTO  to  reengineer  the  entire  patent  process. 

24.  Comment:  One  comment  suggested  that  5.11  to  5.15  be 
amended  to  provide  for  the  grant  of  a  foreign  license  for  a 
provisional  application. 

Response:  The  suggestion  has  not  been  adopted.  The  present 
language  of  §§  5.11  to  5.15  already  provides  for  the  grant  of  a 
foreign  license  for  a  provisional  application. 

25.  Comment:  One  coimnent  suggested  that  in  order  to  assist 
defense  agencies  in  reviewing  application  for  secrecy  orders, 
PTO  should  (1)  automatically  impose  a  secrecy  order  on  any 
application  filed  under  35  U.S.C.  111(a)  if  a  secrecy  order  was 
previously  imposed  on  corresponding  provisional  application, 
and  (2)  require  appUcations  filed  under  35  U.S.C.  111(a)  based 
on  a  previous  provisional  application  to  indicate  changes  made 
to  the  provisional  appUcation  in  the  35  U.S.C.  111(a)  appUca- 
tion by  means  of  underlining  and  bracketing. 

Response:  The  suggestions  have  not  been  adopted.  The  PTO 
cannot  automaticaUy  impose  a  secrecy  order  on  any  35  U.S.C. 
111(a)  applications  even  if  a  secrecy  order  was  previously 
imposed  on  a  provisional  appUcation,  for  which  benefit  under 
35  U.S.C.  119(e)  is  claimed,  unless  the  agency  which  imposed 
the  secrecy  order  on  the  provisional  appUcation  specifically 
requests  the  PTO  to  do  so  since  the  35  U.S.C.  111(a) 
application  could  disclose  subject  matter  which  is  different 
from  that  which  is  disclosed  in  the  provisional  application. 

As  to  item  (2),  the  PTO  will  not  require  applicants  to 
identify  the  differences  in  subject  matter  disclosed  in  the  35 
U.S.C.  111(a)  appUcation  and  the  provisional  appUcation. 

26.  Comment:  One  comment  suggested  that  in  order  to  relieve 
defense  agencies  from  possible  liability  for  secrecy  orders 
imposed  for  more  than  5  years,  the  PTO  should  seek  legislation 
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setting  patent  term  at  20  years  from  the  earliest  filing  date  or  17 
years  from  the  issue  date,  whichever  is  longer,  for  any  patent 
application  placed  under  secrecy  order. 
Response:  The  suggestion  has  not  been  adopted.  The  PTO 
strongly  believes  that  the  20-year  patent  term  as  enacted  in 
Public  Law  103-465  is  the  appropriate  way  to  implement  the 
20-year  patent  term  required  by  the  GATT  Uruguay  Round 
Agreements  Act.  The  5-year  limit  for  patent  term  extension  set 
forth  in  §  1.701(b)  is  required  by  statute,  35  U.S.C.  154(b). 

Comments  Directed  To  Specific  Rules 

27.  Comment:  One  comment  suggested  that  in  order  to 
eliminate  the  need  for  the  expression  "other  than  a  provisional 
application"  in  other  parts  of  the  regulations,  §  1.9  should  be 
amended  to  identify  a  35  U.S.C.  111(a)  application  by  some 
term  that  can  be  used  in  the  rules  to  distinguish  that  type  of 
application  from  a  provisional  appUcation. 

Response:  The  suggestion  has  been  adopted.  The  rules  are 
being  amended  to  include  a  definition  of  the  term  "nonprovi- 
sional  application"  in  §  1.9(a)  to  describe  an  application  filed 
under  35  U.S.C.  111(a)  or  371.  Further,  the  term  "nonprovi- 
sional  application"  is  being  used  in  the  final  rules  where  the 
rule  applies  only  to  applications  filed  under  35  U.S.C.  111(a)  or 
371  and  not  to  provisional  applications. 

28.  Comment:  One  comment  suggested  that  the  rules  be 
simplified  if  a  "national  application"  could  be  defined  in  §  1.9 
to  exclude  a  provisional  application. 

Response:  The  suggestion  has  not  been  adopted.  Section 
1.9(a),  prior  to  this  rulemaking,  defined  a  national  application 
to  include  any  application  filed  under  35  U.S.C.  HI.  A 
provisional  application  is  an  application  filed  under  35  U.S.C. 
111.  It  is  appropriate  to  define  a  provisional  application  as  a 
special  type  of  national  application. 

29.  Comment:  One  comment  requested  an  explanation  of  the 
showing  required  in  a  petition  under  §§  1.12  and  1.14  for 
access  to  pending  applications  and  to  assignment  records  for 
pending  applications. 

Response:  There  was  no  substantive  change  proposed  to  either 
§§  1.12  or  1.14  in  the  Notice  of  Proposed  Rulemaking.  Thus, 
the  showing  required  in  a  petition  under  §§  1.12  or  1.14 
remains  the  same  after  this  final  rulemaking  as  before.  A 
discussion  of  such  a  petition  can  be  found  in  section  103  of  the 
MPER 

30.  Comment:  Several  comments  objected  to  the  definition  in 
§  1.45(c)  of  joint  inventors  in  provisional  applications  as  being 
those  having  made  a  contribution  to  "the  subject  matter 
disclosed"  in  the  provisional  application.  Various  language, 
such  as,  "the  subject  matter  which  constitutes  the  invention," 
"subject  matter  disclosed  and  regarded  to  be  the  invention," 
"disclosed  invention,"  "the  inventive  subject  matter  disclosed" 
was  suggested.  Another  comment  requested  guidance  as  to  the 
determination  of  inventorship  in  a  provisional  application. 
Response:  The  suggestion  has  not  been  adopted.  The  term 
"invention"  is  typically  used  to  refer  to  subject  matter  which 
applicant  is  claiming  in  his/her  application.  Since  claims  are 
not  required  in  a  provisional  application,  it  would  not  be 
appropriate  to  reference  joint  inventors  as  those  who  have 
made  a  contribution  to  the  "invention"  disclosed  in  the 
provisional  application.  If  the  "invention"  has  not  been  deter- 
mined in  the  provisional  application  because  no  claims  have 
been  presented,  then  the  name(s)  of  those  person(s)  who  have 
made  a  contribution  to  the  subject  matter  disclosed  in  the 
provisional  application  should  be  submitted.  Section  §  1.45(c) 
states  that  "if  multiple  inventors  are  named  in  a  provisional 
application,  each  named  inventor  must  have  made  a  contribu- 
tion, individually  or  jointly,  to  the  subject  matter  disclosed  in 
the  provisional  application."  All  that  §  1.45(c)  requires  is  that 
if  someone  is  named  as  an  inventor,  that  person  must  have 
made  a  contribution  to  the  subject  matter  disclosed  in  the 
provisional  application.  When  applicant  has  determined  what 
the  invention  is  by  the  filing  of  the  35  U.S.C.  111(a)  applica- 
tion, that  is  the  time  when  the  correct  inventors  must  be  named. 
The  35  U.S.C.  111(a)  application  must  have  an  inventor  in 
common  with  the  provisional  application  in  order  for  the  35 
U.S.C.  111(a)  application  to  be  entitled  to  claim  the  benefit  of 
the  provisional  application  under  35  U.S.C.  119(e). 

31.  Comment:  Several  comments  suggested  that  it  might  be 
desirable  to  correct  inventorship  in  a  provisional  application 
where  an  individual  was  erroneously  named  as  an  inventor  and 


that  the  procedure  for  doing  so  should  be  set  forth  in  §  1.48. 
Response:  Under  35  U.S.C.  119(e),  as  contained  in  Public  Law 
103-465,  a  later  filed  application  under  35  U.S.C.  111(a)  may 
claim  priority  benefits  based  on  a  copending  provisional 
application  so  long  as  the  applications  have  at  least  one 
inventor  in  common.  An  error  in  naming  a  person  as  an 
inventor  in  a  provisional  application  would  not  require  correc- 
tion by  deleting  the  erroneously  named  inventor  from  the 
provisional  application  since  this  would  have  no  effect  upon 
the  ability  of  the  provisional  application  to  serve  as  a  basis  for 
a  priority  claim  under  35  U.S.C.  119(e).  However,  in  response 
to  the  comments,  §  1.48  is  being  amended  to  include  a  new 
paragraph  (e)  which  sets  forth  the  requirements  for  deleting  the 
names  of  the  inventors  incorrectly  named  as  joint  inventors  in 
a  provisional  application,  namely,  a  petition  including  a 
verified  statement  by  the  inventor(s)  whose  name(s)  are  being 
deleted  stating  that  the  error  arose  without  deceptive  intent,  the 
fee  set  forth  in  §  1.1 7(q)  and  the  written  consent  of  all 
assignees. 

32.  Comment:  One  comment  suggested  that  in  order  to  make 
the  procedures  for  provisional  applications  as  simple  as  pos- 
sible, there  is  no  need  to  provide  any  rules  to  add  inventor(s) 
or  change  inventorship  in  a  provisional  application  since  the 
whole  concept  of  inventorship  is  meaningless  without  a  claim. 
Error  in  inventorship  can  be  corrected  by  the  filing  of  a  35 
U.S.C.  111(a)  application  within  12  months  after  the  filing  of 
a  provisional  application. 

Response:  The  suggestion  has  not  been  adopted.  One  of  the 
requirements  of  35  U.S.C.  119(e)  is  that  a  35  U.S.C.  111(a) 
application  must  have  at  least  one  inventor  in  common  with  a 
provisional  appUcation  in  order  for  the  35  U.S.C.  111(a) 
application  to  be  entitled  to  claim  the  benefit  of  the  filing  date 
of  the  provisional  application.  In  situations  where  there  is  no 
inventor  in  common  between  the  35  U.S.C.  111(a)  application 
and  the  provisional  application  due  to  error  in  naming  the 
inventors  in  the  provisional  application,  procedures  must  be 
established  to  permit  applicant  to  correct  the  inventorship  in 
the  provisional  application. 

33.  Comment:  One  comment  suggested  that  an  individual  who 
is  the  inventor  of  subject  matter  disclosed  in  a  provisional 
application,  but  who  is  not  named  as  an  inventor  in  the 
provisional  application  because  that  subject  matter  was  not 
intended  to  be  claimed  in  a  later  filed  35  U.S.C.  111(a) 
application,  could  be  added  as  an  inventor  pursuant  to  § 
1 .48(d)  in  the  provisional  application  if  the  subject  matter  was 
later  claimed  in  the  35  U.S.C.  111(a)  application. 
Response:  The  individual  could  be  added  as  an  inventor 
pursuant  to  §  1 .48(d)  in  the  provisional  application  so  long  as 
the  individual  was  originally  omitted  without  deceptive  intent. 

34.  Comment:  One  comment  questioned  whether  it  would  be 
proper  for  a  registered  practitioner  who  did  not  file  the 
provisional  application  to  sign  the  statement  required  by  § 
1 .48(d)  that  the  error  occurred  without  deceptive  intention  on 
the  part  of  the  inventors. 

Response:  It  would  be  proper  for  a  registered  practitioner  who 
did  not  file  the  provisional  application  to  sign  the  statement 
required  by  §  1.48(d),  if  the  registered  practitioner  has  a 
reasonable  basis  to  believe  the  truth  of  the  statement  being 
signed. 

35.  Comment:  One  comment  suggested  that  there  should  be  no 
diligence  requirement  to  correct  inventorship  in  a  provisional 
application. 

Response:  Diligence  is  not  a  requirement  to  correct  inventor- 
ship in  a  provisional  application  in  either  §  1.48(d)  or  § 
1.48(e). 

36.  Comment:  One  comment  suggested  that  §  1.48(a)  be 
amended  by  deleting  the  requirements  for  "a  statement  of  facts 
verified  by  the  original  named  inventor  or  inventors  establish- 
ing when  the  error  without  deceptive  intention  was  discovered 
and  how  it  occurred"  and  for  the  written  consent  of  any 
assignee. 

Response:  The  suggestion  has  not  been  adopted.  There  was  no 
substantive  change  proposed  to  §  1.48(a)  in  the  Notice  of 
Proposed  Rulemaking.  Since  the  correction  of  inventorship 
affects  ownership  rights,  the  existing  rules  are  designed  to 
provide  assurances  that  all  parties  including  the  original  named 
inventors  and  all  assignees  agree  to  the  change  of  inventorship. 
If  the  requirements  for  verified  statements  of  facts  from  the 
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original  named  inventors  and  written  consent  of  the  assignees 
are  to  be  deleted,  the  PTO  would  no  longer  have  the  assurances 
that  all  parties  agree  to  the  change. 

37.  Comment:  One  comment  expressed  concern  that  a  provi- 
sional application  filed  without  a  claim  will  leave  subsequent 
readers  with  little  or  no  clue  as  to  what  the  inventors  in  the 
provisional  application  considered  to  be  their  invention  at  the 
time  the  provisional  application  was  filed  and  doubted  that  a 
provisional  application  filed  without  a  claim  defining  the 
invention  could  ever  provide  a  sufficient  disclosure  to  support 
a  claim  for  a  foreign  or  U.S.  priority  date. 

Response:  Claims  are  not  required  by  the  statute  to  provide  a 
specification  in  compliance  with  the  requirements  of  35  U.S.C. 
112,  first  paragraph.  However,  if  an  applicant  desires,  one  or 
more  claims  may  be  included  in  a  provisional  apphcation.  Any 
claim  filed  with  a  provisional  application  will,  of  course,  be 
considered  a  part  of  the  original  provisional  application  dis- 
closure. 

38.  Comment:  One  comment  suggested  that  the  PTO  issue  a 
specification  format  or  guideline  for  a  provisional  application 
to  enable  an  inventor  to  comply  with  35  U.S.C.  112,  first 
paragraph. 

Response:  The  format  of  a  provisional  apphcation  is  the  same 
as  for  other  applications  and  is  set  forth  in  existing  §  1.77 
which  is  applicable  to  provisional  applications  except  no 
claims  are  required  for  provisional  applications. 

39.  Comment:  Several  comments  suggested  that  the  PTO 
revise  its  rules  to  clarify  that  strict  adherence  to  the  enable- 
ment, description  and  best  mode  requirements  of  35  U.S.C. 
112,  first  paragraph,  is  not  required  in  provisional  applications. 
Response:  The  suggestion  has  not  been  adopted.  The  substan- 
tive requirements  of  a  specification  necessary  to  comply  with 
35  U.S.C.  112,  first  paragraph,  are  established  by  court  cases 
interpreting  that  section  of  the  statute,  not  by  rule.  The  case  law 
applies  to  provisional  applications  as  well  as  to  applications 
filed  under  35  U.S.C.  111(a). 

40.  Comment:  Several  comments  suggested  that  the  rules  or 
comments  pubhshed  with  the  Final  Rule  indicate  whether  there 
is  any  requirement  to  update  the  best  mode  disclosed  in  the 
provisional  application  when  filing  the  35  U.S.C.  111(a) 
application. 

Response:  No  rule  was  proposed  to  address  the  issue  when 
going  from  a  provisional  application  to  a  35  U.S.C.  111(a) 
application  because  no  current  rule  exists  when  going  from  one 
35  U.S.C.  111(a)  apphcation  to  another  35  U.S.C.  111(a) 
application.  The  question  of  whether  the  best  mode  has  to  be 
updated  is  the  same  when  going  from  one  35  U.S.C.  111(a) 
application  to  another  35  U.S.C.  111(a)  application  or  from  a 
provisional  application  to  a  35  U.S.C.  111(a)  application. 
Accordingly,  the  rationale  of  Transco  Products,  Inc.  v.  Perfor- 
mance Contracting,  Inc.,  38  F.3d  551,  32  U.S.RQ.2d  1077 
(Fed.  Cir.  1994),  would  appear  to  be  applicable.  Clearly,  if  the 
substantive  content  of  the  application  does  not  change  when 
filing  the  35  U.S.C.  111(a)  application,  there  is  no  requirement 
to  update  the  best  mode.  However,  if  subject  matter  is  added  to 
the  35  U.S.C.  111(a)  application,  there  may  be  a  requirement  to 
update  the  best  mode. 

41.  Comment:  One  comment  suggested  that  §  1.51(c)  be 
amended  to  permit  a  provisional  application  to  be  filed  with  an 
authorization  to  charge  fees  to  a  deposit  account. 
Response:  Section  §  1.51(c)  permits  an  application  to  be  filed 
with  an  authorization  to  charge  fees  to  a  deposit  account. 
Section  §  1.51(c)  applies  to  provisional  apphcations.  There- 
fore, no  change  to  §  1.51(c)  is  necessary. 

42.  Comment:  One  comment  suggested  that  the  PTO  confirm 
that  there  will  be  no  procedural  examination  of  a  provisional 
application  other  than  to  determine  whether  the  provisional 
apphcation  complies  with  §  1.51(a)(2). 

Response:  The  PTO  intends  to  require  compliance  with  the 
formal  requirements  of  §  1.52(a)-(c)  only  to  the  extent  neces- 
sary to  permit  the  PTO  to  properly  microfilm  and  store  the 
application  papers. 

43.  Comment:  Several  comments  suggested  that  an  Enghsh 
translation  of  a  foreign  language  provisional  application 
should  not  be  required  unless  necessary  in  prosecution  of  the 
35  U.S.C.  111(a)  application  to  establish  benefit.  If  an  English 
translation  is  required,  there  is  no  useful  purpose  to  require  the 


translation  at  any  time  earUer  than  the  filing  of  35  U.S.C. 
111(a)  application  claiming  the  benefit  of  the  provisional 
application. 

Response:  Provisional  applications  may  be  filed  in  a  language 
other  than  English  as  set  forth  in  existing  §  1.52(d).  However, 
an  English  language  translation  is  necessary  for  security 
screening  purposes.  Therefore,  the  PTO  will  require  the 
English  language  translation  and  payment  of  the  fee  required 
in  §  1.52(d)  in  the  provisional  application.  Failure  to  timely 
submit  the  translation  in  response  to  a  PTO  requirement  will 
resuU  in  the  abandonment  of  the  provisional  application.  If  a 
35  U.S.C.  111(a)  application  is  filed  without  providing  the 
English  language  translation  in  the  provisional  application,  the 
English  language  translation  will  be  required  to  be  supplied  in 
every  35  U.S.C.  111(a)  application  claiming  priority  of  the 
non-English  language  provisional  application. 

44.  Comment:  One  comment  suggested  that  a  new  model  oath 
or  declaration  form  for  use  in  claiming  35  U.S.C.  119(e) 
priority  and  a  "cover  sheet"  for  use  in  filing  provisional 
applications  be  published  as  an  addendum  to  the  final  rules. 
Response:  The  suggestion  has  been  adopted.  See  Appendix  A 
for  the  sample  cover  sheet  for  filing  a  provisional  application 
and  Appendix  B  for  the  sample  declaration  for  use  in  claiming 
35  U.S.C.  119(e)  priority. 

45.  Comment:  One  comment  suggested  that  the  statement  in  § 
1.53(b)(2)  that  the  provisional  application  will  not  be  given  a 
filing  date  if  all  the  names  of  the  actual  inventor  or  inventor(s) 
are  not  supplied  be  deleted  and  §  1.41  be  amended  to  make  an 
exception  for  provisional  applications.  The  comment  sug- 
gested that  35  U.S.C.  111(b)  is  satisfied  as  long  as  the  name  of 
one  person  who  made  an  inventive  contribution  to  the  subject 
matter  of  the  application  is  given. 

Response:  The  suggestion  has  not  been  adopted.  Section 
111(b)  of  title  35,  United  States  Code,  states  that  "a  provisional 
application  shall  be  made  or  authorized  to  be  made  by  the 
inventor."  This  language  parallels  35  U.S.C.  111(a).  The 
naming  of  inventors  for  obtaining  a  filing  date  for  a  provisional 
application  is  the  same  as  for  other  applications.  A  provisional 
application  filed  with  the  inventors  identified  as  "Jones  et  al." 
will  not  be  accorded  a  filing  date  earlier  than  the  date  upon 
which  the  name  of  each  inventor  is  supplied  unless  a  petition 
with  the  fee  set  forth  in  §  1.17(i)  is  filed  which  sets  forth  the 
reasons  the  delay  in  supplying  the  names  should  be  excused. 
Administrative  oversight  is  an  acceptable  reason.  It  should  be 
noted  that  for  a  35  U.S.C.  111(a)  apphcation  to  be  entitled  to 
claim  the  benefit  of  the  filing  date  of  a  provisional  application, 
the  35  U.S.C.  111(a)  application  must  have  at  least  one 
inventor  in  common  with  the  provisional  application. 

46.  Comment:  One  comment  suggested  that  a  drawing  should 
not  be  required  to  obtain  a  filing  date  for  a  provisional 
application.  Whatever  is  filed  should  be  given  a  serial  number 
and  filing  date  in  order  to  establish  status  as  a  provisional 
application,  regardless  of  what  is  in  the  specification  or 
drawing.  If  the  provisional  application  omitted  drawings,  has 
pages  missing,  or  is  otherwise  incomplete,  then  apphcant  may 
not  be  able  to  rely  on  the  filing  date  of  the  provisional 
application  in  a  subsequently  filed  35  U.S.C.  111(a)  apphca- 
tion. It  should  not  be  the  job  of  the  Apphcation  Branch  to 
review  comphance  with  1.81(a). 

Response:  Section  111(b)  of  title  35,  United  States  Code,  states 
that  a  provisional  application  must  include  a  specification  as 
prescribed  by  35  U.S.C.  112,  first  paragraph  and  a  drawing  as 
prescribed  by  35  U.S.C.  113.  Drawings  are  required  pursuant 
to  35  U.S.C.  113  if  they  are  necessary  to  understand  the  subject 
matter  sought  to  be  patented.  If  a  provisional  application  as 
filed  omitted  drawings  and/or  has  pages  missing,  the  provi- 
sional application  is  prima  facie  incomplete  and  no  filing  date 
will  be  granted.  Application  Branch  currently  reviews  all 
applications  to  make  sure  that  no  filing  date  will  be  granted  to 
an  apphcation  that  is  prima  facie  incomplete.  Apphcation 
Branch  will  perform  the  same  type  of  review  with  provisional 
applications.  If  a  filing  date  is  not  granted  to  a  provisional 
apphcation  because  it  is  prima  facie  incomplete,  applicant  may 
petition  the  PTO  under  1.182  to  grant  a  filing  date  to  the 
provisional  application  as  of  the  date  of  deposit  of  the 
application  papers  if  it  can  be  shown  that  the  omitted  items  are 
not  necessary  for  the  understanding  of  the  subject  matter. 

47.  Comment:  One  comment  objected  to  the  requirement  in  § 
1.53(b)(2)(i)  for  a  cover  sheet  identifying  the  application  as  a 
provisional  application  because  it  is  unnecessarily  rigid  and 
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contrary  to  Congress'  desire  to  keep  the  filing  of  provisional 
application  as  simple  as  possible. 

Response:  The  requirement  that  a  provisional  application  be 
specifically  identified  on  filing  as  a  provisional  application  is 
not  seen  to  be  burdensome  on  the  applicant  and  is  necessary 
for  the  PTO  to  properly  process  the  papers  as  a  provisional 
application.  All  an  applicant  is  required  to  do  in  order  to 
comply  with  the  requirement  of  §  1.53(b)(2)(i)  is  to  include  a 
transmittal  sheet  identifying  the  papers  being  filed  as  a 
PROVISIONAL  application. 

48.  Comment:  Several  comments  suggested  that  in  § 
1.53(b)(2)(ii),  as  proposed,  the  phrase  "the  expiration  of  12 
months  after  the  filing  date  of  the  provisional  application" 
should  read  "the  expiration  of  12  months  after  the  filing  date  of 
the  §  1.53(b)(1)  application". 

Response:  The  suggestion  has  been  adopted. 

49.  Comment:  One  comment  objected  to  the  requirement  in  § 
1.53(b)(2)(ii)  for  a  petition  to  convert  an  application  filed 
under  §  1.53(b)(1)  to  a  provisional  application  and  suggested 
that  any  confusion  concerning  applicant's  intention  could  be 
handled  informally  without  a  petition  or  petition  fee. 
Response:  The  requirement  for  a  petition  and  fee  is  intended  to 
ensure  that  the  cost  of  any  PTO  reprocessing  is  borne  specifi- 
cally by  the  applicant  requesting  the  action. 

50.  Comment:  Several  comments  suggested  that  the  filing  fee 
required  in  an  application  filed  under  35  U.S.C.  111(a)  claim- 
ing benefit  of  the  filing  date  of  an  earlier  35  U.S.C.  111(a) 
application  which  has  been  converted  to  a  provisional  appli- 
cation under  proposed  §  1.53(b)(2)(ii)  be  reduced,  since  the 
$730/$365  filing  fee  was  paid  in  the  earlier  application. 
Response:  The  suggestion  has  not  been  adopted.  The  filing  fee 
required  in  an  application  filed  under  35  U.S.C.  1 1 1(a)  is  set  by 
statute.  The  statute  does  not  provide  for  the  suggested  reduc- 
tion in  the  filing  fee. 

51.  Comment:  One  comment  suggested  that  proposed  § 
1.53(b)(2)(iii)  should  apply  retroactively  to  permit  applications 
filed  between  June  9,  1994,  and  June  8,  1995,  to  be  converted 
to  provisional  applications. 

Response:  The  suggestion  has  not  been  adopted.  The  statute 
does  not  permit  a  provisional  application  to  have  a  filing  date 
prior  to  June  8,  1995. 

52.  Comment:  One  comment  suggested  that  §  1.53(b)(2)(ii)  be 
revised  to  state  that  the  petition  requesting  conversion  must 
also  be  filed  before  (1)  the  application  becomes  involved  in 
interference,  or  (2)  notice  by  the  PTO  of  intent  to  publish  the 
application  as  a  statutory  invention  registration.  This  sugges- 
tion conforms  with  35  U.S.C.  111(b)(8). 

Response:  The  suggestion  has  not  been  fully  adopted.  It  is  not 
necessary  to  include  interference  in  §  1.53(b)(2)(ii)  because  if 
a  35  U.S.C.  111(a)  application  becomes  involved  in  an 
interference  proceeding  and  applicant  files  a  petition  request- 
ing conversion  of  that  35  U.S.C.  111(a)  application  to  a 
provisional  application,  the  35  U.S.C.  111(a)  will  be  removed 
from  the  interference  proceeding  upon  granting  the  petition  to 
convert.  When  a  subsequent  35  U.S.C.  111(a)  application  is 
filed  based  on  the  provisional  application,  the  subsequent  35 
U.S.C.  111(a)  application  could  be  placed  in  the  interference 
proceeding  if  necessary.  As  to  the  reference  to  statutory 
invention  registration,  §  1.53(b)(2)(ii)  is  being  amended  to 
require  the  petition  and  the  fee  be  filed  prior  to  the  earlier  of  the 
abandonment  of  the  35  U.S.C.  111(a)  application,  the  payment 
of  the  issue  fee,  the  expiration  of  12  months  after  the  filing  date 
of  the  35  U.S.C.  111(a)  application,  or  the  filing  of  a  request  for 
a  statutory  invention  registration  under  §  1.293. 

53.  Comment:  One  comment  suggested  that  the  procedures  for 
converting  a  35  U.S.C.  111(a)  application  to  a  provisional 
application  be  explained  in  greater  detail  in  §  1.53(b)(2)(ii)  or 
in  the  discussion.  If  a  35  U.S.C.  111(a)  application  is  converted 
to  a  provisional  application  on  the  last  day  of  the  12-month 
period,  and  a  second  35  U.S.C.  111(a)  apphcation  is  concur- 
rently filed,  how  should  this  be  done  and  how  should  the  first 
sentence  in  the  second  35  U.S.C.  111(a)  application  be  worded. 
Furthermore,  if  a  35  U.S.C.  111(a)  application  is  converted  to 
a  provisional  application  on  the  last  day  of  the  12-month 
period,  will  it  be  necessary  to  file  a  second  35  U.S.C.  111(a) 
application  on  the  same  day,  or  else  lose  the  priority  claim. 
Response:  The  suggestion  has  not  been  adopted.  The  language 
in  §   1.53(b)(2)(ii)  is  clear  relating  to  the  requirements  for 


converting  a  35  U.S.C.  111(a)  apphcation  to  a  provisional 
application.  If  applicant  wishes  to  convert  a  35  U.S.C.  111(a) 
apphcation  to  a  provisional  application,  applicant  must  file  a 
petition  requesting  the  conversion  along  with  the  petition  fee 
set  forth  in  §  1.17(q).  The  petition  and  the  fee  must  be  filed 
prior  to  the  earlier  of  the  abandonment  of  the  35  U.S.C.  1 1 1(a) 
application,  the  payment  of  the  issue  fee,  the  expiration  of  12 
months  after  the  fifing  date  of  the  35  U.S.C.  111(a)  application, 
or  the  filing  of  a  request  for  a  statutory  invention  registration 
under  §  1.293.  In  the  example  noted  in  the  comment,  if  a  35 
U.S.C.  111(a)  application  is  converted  to  a  provisional  apph- 
cation on  the  last  day  of  the  12-month  period,  a  second  35 
U.S.C.  111(a)  apphcation  must  be  filed  on  that  same  day, 
otherwise,  applicant  will  lose  the  priority  pursuant  to  35  U.S.C. 
1 19(e).  An  example  of  how  the  first  sentence  of  the  second  35 
U.S.C.  111(a)  application  would  read  is,  "This  application 
claims  the  benefit  of  U.S.  Provisional  Application  No.  60/-, 
filed—,  which  was  converted  from  Application  No.—." 

54.  Comment:  One  comment  suggested  that  the  PTO  consider 
a  rule  mandating  that  any  prior  U.S.  application  that  would 
have  been  eligible  for  conversion  to  a  provisional  application 
that  is  abandoned  in  favor  of  a  continuing  application  within 
one  year  of  the  earliest  priority  date  asserted  be  deemed 
constructively  converted  to  a  provisional  application. 
Response:  The  suggestion  has  not  been  adopted.  Conversion  of 
a  35  U.S.C.  111(a)  application  to  a  provisional  will  be 
permitted  only  by  way  of  a  petition  and  under  the  conditions 
set  forth  in  §  1.53(b)(2)(ii).  One  reason  for  this  is  that  the  PTO 
plans  to  provide  sufficient  information  on  the  printed  patent  to 
determine  the  end  date  of  the  20-year  patent  term  by  identify- 
ing provisional  applications  using  a  unique  series  code,  i.e., 
"60".  Thus,  a  35  U.S.C.  111(a)  application  converted  to  a 
provisional  application  will  need  to  be  reprocessed  by  the  PTO 
with  a  new  application  number.  The  petition  fee  is  intended  to 
reimburse  the  PTO  for  the  extra  processing  necessitated  by  the 
conversion. 

55.  Comment:  One  comment  stated  that  §  1.53(b)(2)(ii)  per- 
mits the  conversion  of  a  35  U.S.C.  111(a)  application  to  a 
provisional  application.  However,  it  is  silent  as  to  whether  such 
a  conversion  would  kiU  any  benefit  the  35  U.S.C.  111(a) 
application  had  of  domestic  and/or  foreign  priority. 
Response:  Section  111(b)(7)  of  title  35,  United  States  Code, 
specifically  states  that  a  provisional  application  shall  not  be 
entitled  to  the  right  of  priority  of  any  other  application  under 
35  U.S.C.  1 19  or  365(a)  or  to  the  benefit  of  an  earher  fihng  date 
in  the  United  States  under  35  U.S.C.  120,  121,  or  365(c).  If  a 
35  U.S.C.  111(a)  application  is  converted  to  a  provisional 
application,  the  granting  of  the  conversion  will  automatically 
eliminate  any  claim  of  priority  which  could  have  been  made  in 
the  35  U.S.C.  111(a)  application. 

56.  Comment:  Several  comments  suggested  that  it  was  incon- 
sistent with  the  purpose  of  the  provisional  application  to 
require  any  compliance  with  the  Sequence  Disclosure  Rules  § 
1.821-§  1.823  and  §  1.825,  since  the  provisional  applications 
are  not  examined  and  there  is  no  comparison  of  the  sequences 
with  the  prior  art. 

Response:  The  Office  agrees  with  the  comments  that  a  provi- 
sional application  need  not  comply  with  the  requirements  of  § 
1.821  through  §  1.825.  Section  §  1.53(b)(2)(iii)  is  being 
amended  to  indicate  that  the  requirements  of  §  1.821  through 
§  1.825  regarding  sequence  listings  are  not  mandatory  for  a 
provisional  application.  However,  applicants  are  cautioned  that 
in  order  for  a  35  U.S.C.  111(a)  apphcation  to  obtain  the  benefit 
of  the  filing  date  of  an  earlier  filed  provisional  application,  the 
claimed  subject  matter  of  the  35  U.S.C.  111(a)  application 
must  have  been  disclosed  in  the  provisional  application  in  a 
manner  provided  by  35  U.S.C.  112,  first  paragraph.  Applicants 
are  encouraged  to  follow  the  sequence  rules  to  ensure  that 
support  for  the  invention  claimed  in  the  35  U.S.C.  111(a) 
application  can  be  readily  ascertained  in  the  provisional 
application. 

57.  Comment:  One  comment  suggested  that  the  language  in  § 
1.53(e)(2)  that  a  provisional  application  will  become  aban- 
doned no  later  than  twelve  months  after  its  filing  date  was 
misleading  and  that  the  words  "no  later  than"  should  be  deleted 
because  it  was  believed  that  a  provisional  application  could  not 
be  abandoned  prior  to  twelve  months  after  its  filing  date. 
Response:  The  statute  does  not  state  that  a  provisional  appli- 
cation can  never  be  abandoned  prior  to  twelve  months  after  its 
filing  date.  In  fact,  a  provisional  application  may  be  abandoned 
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as  a  result  of  applicant's  failure  to  timely  respond  to  a  PTO 
requirement.  For  example,  if  a  provisional  application  which 
has  been  accorded  a  filing  date  does  not  include  the  appropriate 
filing  fee  or  the  cover  sheet  required  by  §  1.51(a)(2),  applicant 
will  be  so  notified  if  a  correspondence  address  has  been 
provided  and  given  a  period  of  time  within  which  to  file  the 
fee,  cover  sheet  and  to  pay  the  surcharge  as  set  forth  in  § 
1.16(1).  Failure  to  timely  respond  will  result  in  the  abandon- 
ment of  the  application.  This  may  occur  prior  to  twelve  months 
after  its  filing  date.  Furthermore,  a  provisional  application  may 
also  be  expressly  abandoned  prior  to  twelve  months  from  its 
filing  date. 

58.  Comment:  One  comment  objected  to  the  deletion  of  the 
"retention  fee"  practice  in  §  1.53(d)  since  it  permits  an 
applicant  in  a  first  apphcation  claiming  benefits  under  35 
U.S.C.  119(a)-(d)  or  120  to  correct  inventorship  by  filing  a 
second  application  without  having  to  pay  the  full  filing  fee  in 
the  first  application. 

Response:  Since  the  comment  indicated  that  there  is  a  benefit 
to  retain  the  retention  fee  practice,  the  proposal  to  eliminate  the 
practice  is  withdrawn. 

59.  Comment:  One  comment  stated  that  the  language  of  § 
1.53(d)(1)  and  (d)(2)  indicates  an  intent  by  the  PTO  to  mail  the 
"Notice  Of  Missing  Parts"  to  applicant's  post  office  address 
and  argues  that  the  "Notice"  should  be  mailed  to  the  registered 
practitioner  who  filed  the  application  on  behalf  of  the  appli- 
cant. 

Response:  The  language  in  §  1.53(d)(1)  and  (d)(2)  states  that 
the  applicant  will  be  notified  of  the  missing  part,  if  a  corre- 
spondence address  is  provided.  This  means  that  the  "Notice"  to 
applicant  will  be  mailed  to  the  correspondence  address  pro- 
vided in  the  application  papers.  Under  current  PTO  practice,  if 
no  specific  correspondence  address  is  identified  in  the  appli- 
cation, the  address  of  the  registered  practitioner  who  filed  the 
application  on  behalf  of  the  applicant  is  used  as  the  correspon- 
dence address.  If  no  specific  correspondence  address  or  regis- 
tered practitioner  is  identified  in  the  application,  the  post  office 
address  of  the  first  named  inventor  is  used  as  the  correspon- 
dence address.  No  change  in  current  PTO  practice  in  this 
regard  is  required  as  a  result  of  §  1.53(d)(2)  nor  is  any  change 
planned. 

60.  Comment:  Several  comments  objected  to  the  proposed 
deletion  of  §  1.60.  One  comment  suggested  that  the  deletion  of 
§  1.60  was  a  major  rule  change  and  should  have  been  proposed 
separate  from  the  proposed  rules  dealing  with  the  changes  in 
practice  required  by  Public  Law  103-465. 

Response:  In  view  of  the  comments  received,  the  proposal  to 
delete  §  1.60  is  withdrawn.  However,  the  proposal  will  be 
considered  as  part  of  a  comprehensive  effort  being  conducted 
by  the  PTO  to  reengineer  the  entire  patent  process. 

61.  Comment:  One  comment  suggested  that  in  view  of  the 
deletion  of  §  1.60,  language  should  be  incorporated  in  § 
1.53(a)(1)  to  state  that  a  copy  of  the  prior  apphcation  along 
with  a  copy  of  the  declaration  may  be  filed  to  obtain  a  filing 
date.  Furthermore,  full  details  and  guidehnes  of  the  procedure 
should  accompany  the  rule. 

Response:  The  suggestion  has  not  been  adopted.  The  proposal 
to  delete  §  1.60  is  withdrawn  in  view  of  several  comments 
received  objecting  to  the  deletion. 

62.  Comment:  One  comment  suggested  that  the  removal  of  the 
stale  oath  practice  be  codified. 

Response:  The  suggestion  has  not  been  adopted.  Neither  the 
statute  nor  the  rules  require  a  recent  date  of  execution  to  appear 
on  the  oath  or  declaration.  The  PTO  practice  of  objecting  to  an 
oath  or  declaration  where  the  time  elapsed  between  the  date  of 
execution  and  the  filing  date  of  the  application  is  more  than 
three  months  is  found  in  section  602.05  of  the  MPEP.  There- 
fore, the  removal  of  the  stale  oath  practice  will  be  accom- 
plished by  amending  the  MPEP. 

63.  Comment:  One  comment  questioned  whether  a  copy  of  an 
application  faxed  to  an  attorney  could  be  filed  in  the  PTO  as 
the  application  papers. 

Response:  Yes.  \Vhile  a  patent  application  may  not  be  faxed 
directly  to  the  PTO,  an  application  faxed  to  an  attorney  may  be 
forwarded  to  the  PTO  by  mail  or  courier  as  the  application 
papers  provided  the  papers  meet  the  formal  requirements  of  § 
1.52.  Effective  November  22,  1993,  1.4  was  amended  to 
include  a  new  paragraph  (d)  to  specify  that  most  correspon- 


dence filed  in  the  PTO,  which  requires  a  person's  signature, 
may  be  an  original,  a  copy  of  an  original  or  a  copy  of  a  copy. 
Only  correspondence  identified  in  1.4(e)  and  (f)  require  the 
original  to  be  filed  in  the  PTO.  Thus,  an  oath  or  declaration 
required  by  §  1.63,  1.153,  §  1.162  or  §  1.175  may  be  an 
original,  a  copy  of  an  original  or  a  copy  of  a  copy.  See  1156 
Off.  Gaz.  Pat.  Office  61  (November  16,  1993). 

64.  Comment:  One  comment  suggested  that  applicant  be 
permitted  to  use  §  1.62  procedure  to  file  the  35  U.S.C.  111(a) 
application  which  claims  the  benefit  of  a  provisional  applica- 
tion, at  least  in  those  situations  where  the  35  U.S.C.  111(a) 
application  has  been  converted  to  a  provisional  application 
which  is  followed  by  the  filing  of  a  second  35  U.S.C.  111(a) 
application. 

Response:  The  suggestion  has  not  been  adopted.  Section  §  1.62 
will  not  be  amended  to  permit  the  filing  a  35  U.S.C.  111(a) 
application  based  on  a  provisional  application  because  the  PTO 
sees  this  situation  as  a  trap  for  applicants.  The  filing  procedures 
would  be  made  more  complicated  if  an  exception  is  provided 
to  address  situations  where  a  35  U.S.C.  111(a)  application  is 
converted  to  a  provisional  application  and  a  second  35  U.S.C. 
111(a)  application  is  later  filed.  However,  the  suggestion  will 
be  taken  under  advisement  when  greater  familiarity  with 
provisional  applications  is  developed. 

65.  Comment:  One  comment  suggested  that  §  1.62  procedure 
be  replaced  with  a  simple  petition  procedure  to  reopen  pros- 
ecution. 

Response:  The  suggestion  is  not  being  adopted.  However,  the 
suggestion  will  be  taken  under  advisement  as  part  of  a 
comprehensive  effort  being  conducted  by  the  PTO  to  reengi- 
neer the  entire  patent  process. 

66.  Comment:  One  comment  suggested  that  the  language  in  § 
1.62(a)  that  requires  an  identification  of  the  "applicant's  name 
of  the  prior  complete  apphcation"  is  confusing  and  should  be 
clarified. 

Response:  The  suggestion  has  been  adopted.  Section  §  1.62  is 
being  amended  to  require  the  identification  of  the  "applicants 
named  in  the  prior  complete  application." 

67.  Comment:  One  comment  suggested  that  §  1.62  be  amended 
to  state  that  the  refihng  procedures  set  forth  in  §  1.62  may  be 
used  after  the  issue  fee  is  paid  when  a  petition  under  § 
1.313(b)(5)  is  granted.  This  practice  is  permitted  pursuant  to 
the  notice  pubUshed  in  1138  Off.  Gaz.  Pat.  Office  40  (May  19, 
1992). 

Response:  The  suggestion  has  been  adopted. 

68.  Comment:  One  comment  suggested  that  §  1.62  be  amended 
to  clarify  whether  apphcant  need  to  re-list,  in  the  §  1.62 
application,  all  the  references  cited  by  the  examiner  and 
applicant  in  the  parent  application  in  order  to  get  those 
references  printed  on  the  eventual  patent. 

Response:  The  suggestion  has  not  been  adopted.  Section  609 
of  the  MPEP  (Sixth  Edition,  Jan.  1995)  has  been  amended  to 
clarify  that  in  a  §  1.62  apphcation,  references  submitted  and 
cited  in  the  parent  application  need  not  be  resubmitted.  These 
references  will  be  printed  on  the  patent.  However,  in  any 
continuing  application  filed  under  §  1.53(b)(1)  or  §  1.60,  a  Ust 
of  the  references  must  be  resubmitted  if  applicant  wishes  to 
have  the  references  printed  in  the  eventual  patent. 

69.  Comment:  One  comment  suggested  that  §  1.67  should  go 
into  more  detail  on  when  supplemental  oaths  are  required  in  § 
1.53  fihngs  of  continuation  and  divisional  applications. 
Response:  The  suggestion  has  not  been  adopted  because  it  is 
seen  to  be  unnecessary  and  no  substantive  change  was  pro- 
posed to  §  1.67  in  the  Notice  of  Proposed  Rulemaking. 

70.  Comment:  One  comment  suggested  that  "not  but"  in  § 
1.67(b)  should  read  "but  not". 

Response:  The  suggestion  has  been  adopted. 

71.  Comment:  Several  comments  suggested  that  a  rule  be 
provided  to  state  that  an  application  for  patent  is  permitted  to 
claim  the  benefit  of  the  filing  date  of  more  than  one  prior 
provisional  apphcation  so  long  as  the  applicant  complies  with 
all  statutory  provisions. 

Response:  The  suggestion  has  been  adopted.  Section  § 
1.78(a)(3)  is  being  amended  to  indicate  that  applicants  are 
permitted  to  separately  claim  the  benefit  of  the  filing  date  of 
more  than  one  prior  provisional  application  in  a  later  filed  35 
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U.S.C.  111(a)  application  provided  all  statutory  requirements 
of  35  U.S.C.  119(e)  are  complied  with.  It  is  noted  that  current 
practice  permits  an  application  to  claim  the  benefits  of  the 
filing  date  of  more  than  one  prior  foreign  application  under  35 
U.S.C.  119(a)-(d)  and  of  more  than  one  prior  copending  U.S. 
application  under  35  U.S.C.  120,  without  an  explicit  statement 
to  that  effect  in  the  rules.  Since  the  final  rules  are  being 
amended  to  specifically  permit  applications  filed  under  35 
U.S.C.  111(a)  to  claim  the  benefits  of  the  filing  date  of  more 
than  one  prior  copending  provisional  application,  correspond- 
ing changes  are  also  being  made  to  §  1.55  and  §  1.78(a)(1) 
relating  to  claims  for  the  benefits  available  under  35  U.S.C. 
119(a)-(d)  and  120  to  be  consistent  with  §  1.78(a)(3). 

72.  Comment:  Several  comments  requested  that  the  PTO 
specify  language  to  use  in  the  first  sentence  of  an  application 
when  priority  is  based  on  more  than  one  provisional  applica- 
tion. 

Response:  Section  §  1.78(a)(4)  requires  that  "any  application 
claiming  the  benefit  of  a  prior  filed  copending  provisional 
application  must  contain  or  be  amended  to  contain  in  the  first 
sentence  of  the  specification  following  the  title  a  reference  to 
such  prior  provisional  application,  identifying  it  as  a  provi- 
sional application,  and  including  the  provisional  application 
number."  Where  a  35  U.S.C.  111(a)  application  claims  the 
benefit  of  more  than  one  provisional  application,  a  suitable 
reference  would  read,  "This  application  claims  the  benefit  of 
U.S.  Provisional  Application  No.  60/-,  filed-  and  U.S.  Provi- 
sional Application  No.  60/-,  filed  -."  In  addition,  for  an 
application  which  is  claiming  the  benefit  under  35  U.S.C.  120 
of  a  prior  application,  which  in  turn  claims  the  benefit  of  a 
provisional  application  under  35  U.S.C.  119(e),  a  suitable 
reference  would  read,  "This  application  is  a  continuation  of 
U.S.  application  No.  08/-,  filed  -,  now  abandoned,  which 
claims  the  benefit  of  U.S.  Provisional  Application  No.  60/-, 
filed  -." 

73.  Comment:  One  comment  suggested  that  the  rules  address 
the  effect  on  patent  term  where  an  applicant  in  a  continuing 
application  deletes  the  reference  to  the  prior  filed  application 
before  the  patent  issues. 

Response:  An  applicant  has  full  control  over  claims  to  the 
benefit  of  an  earlier  filing  date  under  35  U.S.C.  120,  121  or 
365(c).  The  20-year  patent  term  will  be  based  upon  the  filing 
date  of  the  earliest  U.S.  application  that  the  applicant  makes 
reference  to  under  35  U.S.C.  120,  121  and  365(c).  Whether  an 
applicant  is  entitled  to  the  benefit  of  the  filing  date  of  an  earlier 
application  is  something  that  an  applicant  should  examine 
before  the  patent  is  issued.  The  PTO  is  not,  unless  it  comes  up 
as  an  issue  in  the  examination  process,  going  to  determine 
whether  any  of  the  claims  are  entitled  to  the  earlier  filing  date. 
Applicant  however,  should  determine  whether  the  claims  are 
entitled  to  or  require  the  benefit  of  the  earlier  filing  date.  If  not, 
the  applicant  should  consider  canceling  the  reference  to  the 
earlier  filed  application  to  avoid  having  the  20-year  patent  term 
measured  from  that  earlier  filing  date.  An  amendment  adding 
or  deleting  a  reference  to  an  earlier  filed  application  presented 
prior  to  a  final  action  will  be  entered,  however,  the  claims  may 
be  subject  to  possible  intervening  prior  art. 

74.  Comment:  One  comment  stated  that  in  view  of  the  fact  that 
a  provisional  application  is  not  entitled  to  claim  the  benefit  of 
a  prior  filed  copending  national  or  international  application  as 
stated  in  §  1.53(b)(2)(iii),  the  phrase  "other  than  a  provisional 
application"  in  §  1.78(a)(2)  is  unnecessary. 

Response:  Section  §  1.78(a)(2)  is  being  amended  to  state  that 
"any  nonprovisional  application  claiming  the  benefit  of  a  prior 
copending  nonprovisional  or  international  application  must 
contain...."  Section  §  1.78(a)(2)  addresses  a  35  U.S.C.  111(a) 
application  which  claims  the  benefit  of  a  prior  copending  35 
U.S.C.  111(a)  application  or  international  application. 

75.  Comment:  Several  comments  objected  to  the  content 
requirements  for  drawings  filed  in  a  provisional  application  as 
originally  set  forth  in  proposed  §  1.83(a)(2).  One  comment 
suggested  that  no  rule  was  necessary  to  set  forth  the  required 
content  of  drawings  in  a  provisional  application. 
Response:  In  view  of  the  comments  received,  the  proposed 
amendment  to  §  1.83  is  withdrawn.  Under  35  U.S.C.  113,  first 
sentence,  applicant  must  furnish  drawings  in  a  provisional 
application  "where  necessary  for  the  understanding  of  the 
subject  matter  sought  to  be  patented."  This  requirement  is  also 
stated  in  existing  1.81(a).  Therefore,  no  further  elaboration  on 
the  content  of  the  drawings  in  a  provisional  application  is 
beheved  necessary  in  the  rules. 


76.  Comment:  One  comment  suggested  that  the  rules  specify 
that  formal  drawings  are  not  required  in  a  provisional  apph- 
cation. 

Response:  The  suggestion  has  not  been  adopted.  However,  the 
PTO  intends  to  examine  provisional  applications  for  require- 
ments of  form  only  to  the  extent  that  is  necessary  to  permit 
normal  storage  and  microfilming  of  the  application  papers. 
Formal  drawings  are  usually  not  required  for  those  purposes. 

77.  Comment:  Several  comments  suggested  that  §  1.97(d)  be 
amended  to  require  the  PTO  to  consider  any  information 
disclosure  statement  submitted  after  a  final  rejection  or  notice 
of  allowance  if  an  appropriate  fee  is  paid. 

Response:  The  suggestion  has  not  been  adopted  because  no 
substantive  change  to  this  rule  was  proposed  in  the  Notice  of 
Proposed  Rulemaking.  The  existing  rules  are  designed  to 
encourage  prompt  submission  of  information  to  the  PTO.  To 
permit  applicant  to  merely  pay  a  fee  to  have  any  information 
disclosure  statement  submitted  after  a  final  rejection  or  Notice 
of  Allowance  would  be  contrary  to  the  effort  to  encourage 
prompt  submissions. 

78.  Comment:  One  comment  suggested  that  §  1.97  be  changed 
so  that  an  Office  action  which  uses  a  newly  cited  reference  as 
a  ground  for  rejection  under  35  U.S.C.  102  or  103  cannot  be 
made  final. 

Response:  The  suggestion  has  not  been  adopted  because  no 
substantive  change  to  this  rule  was  proposed  in  the  Notice  of 
Proposed  Rulemaking. 

79.  Comment:  One  comment  suggested  that  the  words  "which 
are  not  examined"  in  §  1.101  as  proposed  are  unnecessary  and 
could  create  a  negative  implication  that  some  provisional 
applications  are  examined. 

Response:  The  suggestion  has  not  been  adopted.  By  statute, 
provisional  applications  are  not  subject  to  35  U.S.C.  131,  i.e., 
the  Commissioner  is  not  permitted  to  examine  a  provisional 
application  for  patentability. 

80.  Comment:  Several  comments  stated  that  it  is  unfair  to 
require  small  entities  to  pay  the  full  $730.00  fee  set  forth  in 
proposed  §  1.29.  It  is  suggested  that  the  fee  be  changed  to 
$365.00  or  less. 

Response:  Pursuant  to  Public  Law  103-465,  the  Commissioner 
has  the  authority  to  establish  appropriate  fees  for  the  further 
limited  reexamination  of  applications  and  for  the  examination 
of  more  than  one  independent  and  distinct  invention  in  an 
application.  As  a  result  of  additional  review,  it  was  concluded 
that  these  fees  may  be  reduced  by  50%  for  small  entities. 
Sections  §  1.1 7(r)  and  (s)  are  being  amended  to  indicate  that 
the  fees  are  reduced  by  50%  for  small  entities,  that  is,  $365.00 
for  small  entities. 

81.  Comment:  Several  comments  suggested  that  the  transi- 
tional procedure  set  forth  in  §  1.29(a)  as  proposed  is  equivalent 
to  fifing  one  application,  i.e.,  it  provides  for  an  extra  exami- 
nation and  reexamination  after  the  original  final  rejection,  and, 
therefore,  the  requirement  for  two  $730.00  fees,  which  is 
equivalent  to  two  filing  fees,  is  unwarranted.  Another  comment 
suggested  that  if  the  proposed  $730.00  fee  is  adopted,  the 
examiner  should  be  instructed  to  treat  the  after-final  amend- 
ment as  any  other  initial  fifing,  i.e.,  a  new  application,  not  as  an 
amendment  submitted  after  a  non-final  office  action. 
Response:  Under  existing  PTO  practice,  it  would  not  be  proper 
to  make  final  a  first  Office  action  in  a  continuing  or  substitute 
application  where  the  continuing  or  substitute  application 
contains  material  which  was  presented  in  the  earlier  applica- 
tion after  final  rejection  or  closing  of  prosecution  but  was 
denied  entry  because  (1)  new  issues  were  raised  that  required 
further  consideration  and/or  search,  or  (2)  the  issue  of  new 
matter  was  raised.  The  identical  procedure  will  apply  to 
examination  of  a  submission  considered  as  a  result  of  the 
procedure  under  §  1.29(a).  Thus,  under  §  1.29(a),  if  the  first 
submission  after  final  rejection  was  initially  denied  entry  in  the 
application  because  (1)  new  issues  were  raised  that  required 
further  consideration  and/or  search,  or  (2)  the  issue  of  new 
matter  was  raised,  then  the  next  action  in  the  application  will 
not  be  made  final.  Likewise,  if  the  second  submission  after 
final  rejection  was  initially  denied  entry  in  the  application 
because  (1)  new  issues  were  raised  that  required  further 
consideration  and/or  search,  or  (2)  the  issue  of  new  matter  was 
raised,  then  the  next  action  in  the  application  will  not  be  made 
final.  Thus,  the  fee  required  by  §  1.29(a)  has  been  set  at  the 
amount  required  for  filing  an  application  because  the  proce- 
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dure  provided  by  the  rule  is  equivalent  to  the  filing  of  two 
applications.  No  new  matter  can  be  entered  by  payment  of  the 
fee  set  forth  in  §  1.17(r). 

82.  Comment:  Several  comments  suggested  that  the  fees 
required  for  filing  a  provisional  application  and  those  fees 
required  by  §  1.29(a)  and  (b)  for  the  transitional  procedures 
should  not  be  greater  than  the  average  cost  of  processing  such 
matters  by  the  PTO.  Two  comments  stated  that  the  fee  required 
by  §  1.29(a)  is  excessive  relative  to  PTO  costs. 
Response:  The  fee  required  for  filing  a  provisional  application 
is  set  by  PubUc  Law  103-465  and  the  PTO  has  no  discretion 
with  respect  to  the  amount  of  that  particular  fee.  As  to  the  fee 
required  by  §  1.29(a),  the  procedures  relating  to  the  first 
submission  provided  by  §  1.29(a)  is  equivalent  to  the  filing  of 
a  file  wrapper  continuation  application  under  §  1.62,  and 
therefore,  the  fee  required  with  the  first  submission  is  appro- 
priately set  at  the  same  amount  as  a  filing  fee,  which  is 
$730.00.  The  $730.00  fee  is  subject  to  a  50%  reduction  for 
small  entities.  The  second  submission  is  equivalent  to  the  fifing 
of  a  second  file  wrapper  continuation  application  and  the  fee 
for  the  second  submission  is  appropriately  set  at  the  same 
amount  as  a  filing  fee.  As  to  the  fee  required  by  §  1.29(b),  the 
procedures  set  forth  in  §  1.29(b)  permit  applicants  to  retain 
multiple  inventions  in  a  single  application  rather  than  having  to 
file  multiple  divisional  appUcations.  The  fee  for  each  indepen- 
dent and  distinct  invention  in  excess  of  one  is  appropriately  set 
at  the  same  amount  as  the  filing  fee  for  a  divisional  application, 
which  is  $730.00.  The  $730.00  fee  is  subject  to  a  50% 
reduction  for  small  entities. 

83.  Comment:  One  comment  suggested  that  the  time  period  for 
the  payment  of  the  $730.00  fee  for  the  transitional  after-final 
practice  be  extended  if  applicant  files  a  petition  seeking 
reversal  of  the  examiner's  refusal  to  enter  the  amendment  after 
final  without  fee,  until  one  month  after  an  unfavorable  decision 
on  the  petition. 

Response:  If  an  earfier  filed  petition  seeking  reversal  of  the 
examiner's  refusal  to  enter  the  amendment  after  final  is  granted 
by  the  Director  finding  that  the  final  rejection  was  premature, 
but  the  petition  had  not  been  decided  by  the  time  the  §  1.29(a) 
fee  was  due,  applicant  must  submit  the  §  1.29(a)  fee  so  as  to 
toll  the  time  period  for  response  to  the  final  rejection.  Other- 
wise, the  application  would  be  abandoned.  Upon  granting  of 
such  a  petition  by  the  Director,  the  §  1.29(a)  fee  paid  will  be 
refundable  to  applicant  on  request.  Applications  that  fall  under 
§  1.29(a)  are  under  final  rejection  and  there  is  a  time  period 
running  against  the  applicant.  Apphcant  must  toll  that  time 
period  by  paying  the  transitional  after-final  fee  set  forth  in  § 
1.29(a)  and  any  necessary  extension  of  time  fees  and  Notice  of 
Appeal  fee.  Section  §  1.29(a)  is  being  amended  to  indicate  that 
the  submission  and  the  fee  set  forth  in  §  1.1 7(r)  may  be 
submitted  before  the  fifing  of  the  Appeal  Brief  and  prior  to 
abandotmient  of  the  appUcation. 

84.  Comment:  One  comment  suggested  that  if  it  is  decided  that 
the  transitional  after-final  practice  is  made  permanent,  the  PTO 
should  seek  legislative  authorization  to  provide  reduced  fees 
for  small  entities. 

Response:  If  it  is  decided  that  the  transitional  after-final 
practice  be  made  permanent,  the  PTO  will  propose  legislation 
to  accompfish  this  change. 

85.  Comment:  Several  comments  suggested  that  §  1.29(a)  and 
(b)  should  apply  to  all  appUcations  regardless  of  whether  they 
were  filed  before  or  after  June  8,  1995.  Several  comments 
suggested  that  the  practices  set  forth  in  §  1.29(a)  and  (b)  should 
be  made  permanent. 

Several  comments  suggested  that  an  applicant  should  be 
permitted  to  have  a  submission  entered  and  considered  after 
any  final  rejection  upon  payment  of  a  fee  as  set  forth  in  § 
1.17(r),  not  just  the  first  and  second  final  rejections. 
Response:  The  suggestions  have  not  been  adopted  at  this  time. 
However,  the  PTO  is  undertaking  a  project  to  reengineer  the 
entire  patent  process.  These  suggestions  will  be  taken  under 
advisement  in  that  project. 

86.  Comment:  One  comment  suggested  that  the  PTO  make  an 
effort  to  treat  applications  in  which  a  submission  under  § 
1.29(a)  has  been  filed  on  an  expedited  basis. 

Response:  Once  the  submission  is  filed  and  the  fee  set  forth  in 
§  1.1 7(r)  is  paid  the  finaUty  of  the  last  PTO  action  is 
withdrawn.  The  filing  of  the  submission  and  the  fee  under  § 


1.29(a)  is  equivalent  to  the  filing  of  a  continuing  application 
and  will  be  treated  in  the  same  fashion  and  under  the  same 
turnaround  time  frame  as  a  continuing  application. 

87.  Comment:  One  comment  suggested  that  PTO  practice  be 
changed  so  that  a  first  Office  action  in  a  continuing  application 
cannot  be  made  final. 

One  comment  suggested  that  PTO  practice  regarding  second 
action  final  be  relaxed. 

Response:  The  suggestions  have  not  been  adopted  at  this  time. 
However,  the  PTO  is  undertaking  a  project  to  reengineer  the 
entire  patent  process.  These  suggestions  will  be  taken  under 
advisement  in  that  project. 

88.  Comment:  One  comment  stated  that  in  proposed  §  1.29, 
there  is  no  express  provision  for  the  finality  of  the  previous 
rejection  to  be  withdrawn  if  applicant  complies  with  the 
proposed  rule.  It  is  suggested  that  the  proposed  rule  state  that 
the  finality  of  the  previous  action  would  be  withdrawn  if 
applicant  complied  with  the  rule  when  making  a  first  or  second 
submission  after  a  final  action. 

Response:  The  suggestion  has  been  adopted. 

89.  Comment:  One  comment  requested  that  the  PTO  clarify 
whether  §  1.29(a)  required  the  first  final  rejection  to  be 
specifically  withdrawn  and  a  different  final  (i.e.,  one  containing 
a  new  ground  of  rejection)  rejection  made  before  appficant  is 
entitled  to  make  a  second  submission. 

Response:  The  final  rule  provides  that  the  finality  of  the 
previous  final  office  action  is  automatically  withdrawn  upon 
the  timely  filing  of  the  first  §  1.29(a)  submission  and  the  fee  set 
forth  in  §  1.1 7(r).  If  the  first  PTO  action  following  the  payment 
of  the  §  1.1 7(r)  fee  is  a  non-final  office  action,  a  further 
response  from  applicant  will  be  entered  and  considered  as  a 
matter  of  right  without  payment  of  the  fee  set  forth  in  §  1.17(r). 
If  the  next  office  action  or  any  subsequent  action  is  made  final, 
the  finality  of  that  office  action  will  be  automatically  with- 
drawn upon  the  timely  fifing  of  a  second  §  1.29(a)  submission 
and  the  fee  set  forth  in  §  1.17(r). 

90.  Comment:  One  comment  suggested  that  the  PTO  not 
permit  the  first  PTO  action  following  the  payment  of  the  § 
1.1 7(r)  fee  to  be  made  final  under  any  circumstances. 
Response:  The  suggestion  has  not  been  adopted.  The  first  PTO 
action  foUowing  the  payment  of  the  §  1.1 7(r)  fee  may  be  made 
final  under  the  same  conditions  that  a  first  office  action  may  be 
made  final  in  a  continuing  application  (see  section  706.07(b)  of 
the  MPEP).  However,  it  would  not  be  proper  to  make  final  a 
first  Office  action  in  a  continuing  or  substitute  application 
where  the  continuing  or  substitute  application  contains  mate- 
rial which  was  presented  in  the  earlier  application  after  final 
rejection  or  closing  of  prosecution  but  was  denied  entry 
because  (1)  new  issues  were  raised  that  required  further 
consideration  and/or  search,  or  (2)  the  issue  of  new  matter  was 
raised.  The  procedure  set  forth  in  section  706.07(b)  of  the 
MPEP  will  apply  to  examination  of  a  submission  considered  as 
a  result  of  the  procedure  under  §  1.29(a). 

91.  Comment:  Several  comments  suggested  that  the  filing  of 
the  first  submission  under  §  1.29(a)  within  the  statutory  period 
for  response  set  in  final  rejection  should  toll  the  running  of  the 
six-month  statutory  period. 

Response:  The  fifing  of  a  submission,  e.g.,  an  information 
disclosure  statement  or  an  amendment,  after  a  final  rejection 
without  payment  of  the  fee  set  forth  in  §  1.1 7(r)  will  not  toll  the 
period  for  response  set  in  the  final  rejection.  However,  § 
1.29(a)  is  being  amended  to  provide  in  the  rule  that  the  finality 
of  the  previous  Office  action  is  automatically  withdrawn  upon 
the  filing  of  the  submission  and  the  payment  of  the  fee  set  forth 
in  §  1.17(r).  Thus,  the  filing  of  a  submission  and  the  payment 
of  the  fee  set  forth  in  §  1.1 7(r)  and  any  extension  of  time  fees 
and  Notice  of  Appeal  fee,  if  they  are  necessary  to  avoid 
abandonment  of  the  application,  will  automatically  toll  the 
period  for  response  set  in  the  final  rejection.  It  must  be  kept  in 
mind  that  the  provisions  of  §  1.29  apply  only  to  an  application, 
other  than  for  reissue  or  a  design  patent,  that  has  been  pending 
for  at  least  two  years  as  of  June  8,  1995,  taking  into  account 
any  reference  made  in  such  application  to  any  earher  filed 
application  under  35  U.S.C.  120,  121  and  365(c). 

92.  Comment:  One  comment  asked  (1)  whether  it  would  be 
necessary  to  file  a  Notice  of  Appeal  and  appeal  fee  with  or  after 
the  first  submission  and  fee  if  the  examiner  acts  on  the  first 
submission  and  before  the  end  of  the  six  months  from  the  date 
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of  the  final  rejection  issues  (a)  a  notice  of  allowance,  (b)  a 
non-final  action,  or  (c)  a  second  final  rejection;  (2)  would  the 
Notice  of  Appeal  and  fee  be  due  only  at  the  end  of  the  six 
months  from  the  date  of  the  final  rejection  regardless  of 
whether  the  examiner  has  acted  on  the  submission  by  then;  and 
(3)  if  the  Notice  of  Appeal  and  fee  have  once  been  paid 
following  a  first  final  rejection,  would  a  second  notice  and  fee 
need  to  be  paid  if  a  second  final  rejection  were  issued  and 
applicant  desired  to  file  a  second  submission  under  §  1.29(a). 

Another  comment  suggested  that  the  appeal  fee  set  forth  in 
§  1.17(e)  should  not  be  required  where  the  Notice  of  Appeal  is 
filed  with  a  §  1.29(a)  submission  and  the  fee  set  forth  in  § 
1.17(r). 

Response:  As  to  questions  (1)  and  (2)  and  the  second  comment, 
if  the  first  submission  and  the  proper  fee  set  forth  in  §  1.1 7(r) 
are  timely  filed  in  response  to  the  final  rejection,  the  finality  of 
the  previous  rejection  will  be  automatically  withdrawn  and 
applicant  need  not  file  the  Notice  of  Appeal  or  the  appeal  fee. 
For  example,  if  the  first  submission  and  the  proper  fee  set  forth 
in  §  1.1 7(r)  were  filed  on  the  last  day  of  the  six-month  period 
for  response  to  the  final  rejection,  applicant  must  also  file  a 
petition  for  three  months  extension  of  time  with  the  appropri- 
ate fee  in  order  to  avoid  abandonment  of  the  application.  In 
such  case,  applicant  need  not  file  the  Notice  of  Appeal  or  the 
appeal  fee  if  the  proper  fee  set  forth  in  §  1.1 7(r)  was  timely 
paid.  However,  under  the  same  fact  situation,  if  applicant  failed 
to  submit  the  proper  fee  set  forth  in  §  1.17(r),  the  finality  of  the 
previous  rejection  would  not  be  withdrawn  and  the  time  period 
for  response  would  still  be  running  against  applicant.  In  such 
case,  a  Notice  of  Appeal  and  appeal  fee  must  also  accompany 
the  papers  filed  at  the  six-month  period  in  order  to  avoid 
abandonment  of  the  application.  The  proper  fee  set  forth  in  § 
1.17(r)  must  be  filed  prior  to  the  fifing  of  the  Appeal  Brief  and 
prior  to  the  abandonment  of  the  application. 

As  to  question  (3),  if  the  Notice  of  Appeal  and  fee  have  once 
been  paid  following  a  first  final  rejection  and  applicant  timely 
files  a  first  submission  and  the  proper  fee  set  forth  in  §  1.17(r), 
the  finality  of  the  previous  final  rejection  will  be  withdrawn 
and  the  appeal  fee  paid  could  be  applied  against  any  subse- 
quent appeal.  If  the  examiner  issues  a  non-final  rejection  in 
response  to  applicant's  first  submission,  a  further  response 
from  applicant  will  be  entered  and  considered  as  a  matter  of 
right.  If  any  subsequent  Office  action  is  made  final,  applicant 
may  file  a  second  submission  along  with  the  proper  fee 
pursuant  to  §  1.29(a).  If  the  second  submission  and  the  proper 
fee  set  forth  in  §  1.1 7(r)  are  timely  filed  in  response  to  the 
subsequent  final  rejection,  the  finality  of  the  previous  final 
rejection  will  be  withdrawn.  Any  submission  filed  after  a  final 
rejection  made  in  the  application  subsequent  to  the  fee  under  § 
1.29(a)  having  been  paid  twice  will  be  treated  as  set  forth  in  § 
1.116.  Applicant  may,  upon  payment  of  the  appeal  fee,  appeal 
a  final  rejection  within  the  time  allowed  for  response  pursuant 
to  §  1.191. 

93.  Comment:  One  comment  questioned  whether  the  "first 
submission"  under  §  1.29(a)  has  to  be  the  first  response  filed 
after  a  final  rejection  or  could  it  include  subsequent  responses 
to  the  same  final  rejection. 

Response:  The  "first  submission"  under  §  1.29(a)  would 
include  all  responses  filed  prior  to  and  with  the  payment  of  the 
fee  required  by  §  1.29(a)  provided  the  submission  and  fee  are 
filed  prior  to  the  filing  of  the  Appeal  Brief  and  prior  to 
abandonment  of  the  application. 

94.  Comment:  One  comment  suggested  that  §  1.29(a)  be 
changed  to  permit  the  procedure  to  be  available  up  until  the 
filing  of  an  Appeal  Brief  since  it  is  not  uncommon  to  file  an 
amendment  after  a  Notice  of  Appeal  is  filed  but  before  the 
filing  of  an  Appeal  Brief. 

Response:  The  suggestion  has  been  adopted. 

Section  §  1.29(a)  is  being  amended  to  indicate  that  the 
submission  and  the  fee  set  forth  in  §  1.1 7(r)  must  be  submitted 
before  the  filing  of  the  Appeal  Brief  and  prior  to  abandonment 
of  the  appfication. 

95.  Comment:  One  comment  suggested  that  the  transitional 
after-final  practice  be  available  at  any  time  after  final,  includ- 
ing after  the  resolution  of  an  appeal  unfavorable  to  applicant  in 
whole  or  in  part. 

Response:  The  suggestion  has  not  been  adopted.  Section  § 
1.29(a)  is  being  amended  to  indicate  that  the  submission  and 
the  fee  set  forth  in  §  1.17(r)  must  be  submitted  before  the  filing 
of  the  Appeal  Brief  and  prior  to  abandonment  of  the  applica- 
tion. The  suggestion  to  extend  the  period  to  after  the  resolution 


of  an  appeal  unfavorable  to  applicant  in  whole  or  in  part  has 
not  been  adopted  because  the  suggestion  would  further  unduly 
extend  prosecution  of  the  application. 

96.  Comment:  One  comment  stated  that  if  an  examiner  must 
withdraw  the  finality  of  the  rejection  as  a  result  of  the 
transitional  provision,  the  examiner  should  be  credited  with 
two  counts  in  order  to  be  compensated  for  the  additional  work. 
Response:  The  examiner  credit  system  is  not  part  of  this 
rulemaking  package.  However,  as  part  of  the  Public  Law 
103-465  implementation  plan,  some  accommodation  will  be 
made  for  the  extra  work  performed. 

97.  Comment:  One  comment  stated  that  regarding  the  transi- 
tional after-final  practice,  the  fee  should  not  be  required  if  the 
only  reason  is  to  have  the  PTO  consider  recently  obtained  art. 
Response:  Under  current  practice,  if  applicant  submits  prior  art 
after  final  rejection  but  before  the  payment  of  issue  fee,  the  art 
will  be  considered  if  apphcant  makes  the  required  certification 
and  submits  a  petition  with  the  required  petition  fee  of  $130.00 
(see  section  609  of  the  MPEP).  If  applicant  can  make  the 
certification,  applicant  would  not  have  to  rely  on  the  transi- 
tional after-final  procedure  to  have  the  prior  art  considered.  In 
the  event  that  applicant  cannot  make  the  certification,  then  the 
procedure  under  §  1.29(a)  is  available  if  applicant  wishes  the 
PTO  to  consider  the  prior  art  without  refiling  the  application. 

98.  Comment:  One  comment  suggested  that  the  PTO  modify 
existing  restriction  practice  to  make  it  more  difficult  for 
examiners  to  require  restriction,  for  example,  by  requiring 
every  restriction  requirement  to  show  two-way  distinctness 
and  separate  status  in  the  art  established  by  means  other  than 
reference  to  the  PTO's  classification  system. 

Response:  The  suggestion  has  not  been  adopted.  However,  the 
PTO  is  undertaking  a  project  to  reengineer  the  entire  patent 
process.  This  suggestion  will  be  taken  under  advisement  in  that 
project. 

99.  Comment:  One  comment  suggested  that  the  pendency 
periods  required  by 

§  1.29(a)  and  (b)  should  be  18  months  rather  than  2-year  and 
3-year,  respectively. 

Response:  The  pendency  periods  set  forth  in  the  rule  which 
establish  eligibility  for  the  transitional  procedures  are  set  forth 
in  Public  Law  103-465. 

100.  Comment:  One  comment  suggested  that  §  1.29(a)  be 
amended  to  permit  prosecution  to  be  reopened  after  a  Notice  of 
Allowance  or  final  rejection  upon  the  filing  of  a  form  request- 
ing that  prosecution  be  reopened  and  payment  of  the  necessary 
fee. 

Response:  The  procedures  set  forth  in  §  1.29(a)  are  not 
appficable  to  amendments  filed  after  a  Notice  of  Allowance. 
Amendments  filed  after  the  mailing  of  a  Notice  of  Allowance 
are  governed  by  1.312.  The  procedures  set  forth  in  §  1.29(a) 
are  applicable  to  amendments  filed  after  a  final  rejection.  If 
applicant  submits  an  amendment  after  final  and  the  examiner 
notifies  the  applicant  in  writing  that  the  amendment  is  not 
entered,  §  1.29(a)  permits  applicant  to  submit  a  letter  prior  to 
abandonment  of  the  application  and  prior  to  the  filing  of  the 
Appeal  Brief,  requesting  entry  of  the  prior  filed  amendment 
along  with  the  payment  of  the  appropriate  fee  set  forth  in  § 
1.1 7(r).  The  letter  requesting  entiy  of  the  prior  filed  amend- 
ment would  be  equivalent  to  "a  form"  as  suggested  in  the 
comment. 

101.  Comment:  One  comment  suggested  that  the  PTO  liberal- 
ize its  current  practice  under  1.116  to  make  it  easier  for 
amendments  or  evidence  to  be  entered  and  considered  after  a 
final  rejection. 

Response:  The  suggestion  has  not  been  adopted  since  no 
change  was  proposed  to  1.116  in  the  Notice  of  Proposed 
Rulemaking.  However,  the  suggestion  will  be  taken  under 
advisement  as  part  of  a  comprehensive  effort  being  conducted 
by  the  PTO  to  reengineer  the  entire  patent  process.  It  should  be 
noted  that  any  change  to  liberalize  the  current  practice  under 
1.116  would  necessitate  increasing  fees. 

102.  Comment:  Several  comments  suggested  that  the  transi- 
tional restriction  provision  be  modified  to  state  that  no  restric- 
tion requirement  shall  be  made  or  maintained  in  any  applica- 
tion pending  for  three  years  on  the  effective  date  of  the 
legislation.  The  comment  stated  that  if  restriction  requirements 
made  prior  to  April  8,  1995,  are  permitted  to  be  maintained 
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then  applicants  will  be  forced  to  file  divisional  applications 
resulting  in  the  automatic  loss  of  term  after  June  8,  1995.  A 
heavy  penalty  will  be  placed  on  the  chemical,  pharmaceutical 
and  biotechnology  industries,  who  have  less  than  4  months  to 
search  through  the  ancestors  of  all  pending  applications  and  to 
identify  all  restriction  requirements  and  to  file  divisional 
applications  before  June  8,  1995.  The  comment  further  sug- 
gested that  the  current  restriction  practice  be  changed  in  view 
of  the  implementation  of  the  20-year  term. 
Response:  The  suggestion  has  not  been  adopted.  The  two- 
month  date  set  forth  in  §  1.29(b)(l)(i)  is  from  the  Statement  of 
Administrative  Action,  which  is  part  of  Public  Law  103-465. 
Under  section  102  of  Public  Law  103-465,  "the  statement  of 
administrative  action  approved  by  the  Congress  shall  be 
regarded  as  an  authoritative  expression  by  the  United  States 
concerning  the  interpretation  and  application  of  the  Uruguay 
Round  Agreements  and  this  Act  in  any  judicial  proceeding  in 
which  a  question  arises  concerning  such  interpretation  or 
application."  The  Commissioner  does  not  have  any  authority  to 
establish  rules  which  are  inconsistent  with  the  Act.  It  is  noted 
that  in  cases  where  a  restriction  requirement  was  made  prior  to 
April  8,  1995,  applicant  will  have  sufficient  time  to  file 
divisional  applications  prior  to  June  8,  1995,  so  as  to  retain  the 
benefit  of  the  17-year  patent  term  for  those  divisional  applica- 
tions. 

The  PTO  is  currently  reviewing  the  restriction  practice  in 
view  of  the  impleinentation  of  the  20-year  patent  term.  It  is 
noted  that  a  change  in  restriction  practice  without  changes  to 
other  fees  would  have  a  negative  impact  on  funding  needed  to 
operate  the  PTO. 

103.  Comment:  Several  comments  suggested  that  proposed 
exceptions  (1)  and  (2)  in  §  1.29(b)  ignore  the  mandatory 
language  of  section  532(2)(B)  of  Public  Law  103-465  and 
should  be  deleted. 

Response:  The  suggestion  has  not  been  adopted.  The  excep- 
tions referred  to  are  contained  in  the  Statement  of  Administra- 
tive Action,  which  is  part  of  Public  Law  103-465.  Under 
section  102  of  Public  Law  103-465,  "the  statement  of  admin- 
istrative action  approved  by  the  Congress  shall  be  regarded  as 
an  authoritative  expression  by  the  United  States  concerning  the 
interpretation  and  application  of  the  Uruguay  Round  Agree- 
ments and  this  Act  in  any  judicial  proceeding  in  which  a 
question  arises  concerning  such  interpretation  or  application." 

104.  Comment:  One  comment  asked  whether  "restriction" 
under  §  1.29(b)  apply  to  election  of  species  under  1.146. 
Response:  "Restriction"  under  §  1.29(b)  applies  to  both  re- 
quirements under  §  1.142  and  elections  under  1.146. 

105.  Comment:  Several  comments  requested  that  clarification 
be  made  as  to  what  constitutes  "actions  by  the  applicant"  in  § 
1.29(b)(1)  and  specifically,  whether  a  request  for  extension  of 
time  under  §  1.136(a)  constitutes  such  "actions"  by  the 
applicant. 

Response:  Examples  of  what  constitute  "actions  by  the  appli- 
cant" in  §  1.29(b)(1)  are:  (1)  applicant  abandons  the  applica- 
tion and  continues  to  refile  the  application  such  that  no  Office 
action  can  be  issued  in  the  appUcation,  and  (2)  appUcant 
requests  suspension  of  prosecution  under  §  1.103(a)  such  that 
no  Office  action  can  be  issued  in  the  application.  Extension  of 
time  under  §  1.136(a)  would  not  constitute  such  "actions  by  the 
applicant"  under  §  1.29(b)(1). 

106.  Comment:  One  comment  suggested  that  the  one-month 
period  set  forth  in 

§  1.29(b)  is  insufficient  to  give  an  applicant  time  to  file  a 
petition  under  §  1.144  from  a  restriction  requirement.  Several 
comments  suggested  that  §  1.29(b)  be  amended  to  permit 
applicant  to  challenge  the  restriction  requirement  by  way  of  a 
petition  before  being  required  to  pay  the  fees  set  forth  in  § 
1.17(s). 

Response:  Section  §  1.29(b)(2)  is  being  amended  in  the  final 
rule  package  to  indicate  that  apphcant  will  be  given  "a  time 
period"  to  (1)  make  an  election,  if  no  election  has  been 
previously  made,  and  pay  the  fee  set  forth  in  §  1.17(s),  (2) 
confirm  an  earher  election  and  pay  the  fee  set  forth  in  §  1. 17(s), 
or  (3)  file  a  petition  under  §  1.29(b)(2)  traversing  the  restriction 
requirement.  If  applicant  chooses  not  to  pay  the  fee  set  forth  in 
§  1.17(s),  apphcant  may  file  a  petition  under  §  1.29(b)(2) 
requesting  immediate  review  by  the  Group  Director  of  the 
restriction  requirement.  No  petition  fee  is  required.  A  petition 
under  §  1.29(b)(2)  rather  than  under  §  1.144  would  be  more 


appropriate  under  the  circumstances  since  a  petition  under  § 
1 .  144  requires  the  examiner  to  make  the  restriction  final  before 
the  petition  can  be  considered. 

107.  Comment:  One  comment  suggested  that  if  applicant  elects 
not  to  pay  the  fee  set  forth  in  §  1.17(s),  applicant  should  be 
allowed  to  elect  the  invention  to  be  examined. 

Response:  The  suggestion  has  been  adopted.  Section  §  1.29(b) 
is  being  amended  to  indicate  that  if  applicant  chooses  not  to 
pay  the  fees  for  the  additional  inventions,  applicant  must  elect 
the  invention  to  be  examined  and  the  claims  directed  to  the 
non-elected  inventions  for  which  no  fee  has  been  paid  will  be 
withdrawn  from  consideration. 

108.  Comment:  One  comment  suggested  that  the  PTO  amend 
the  rules  to  permit  all,  or  at  least  several,  inventions  to  be 
examined  in  a  single  application  upon  payment  of  an  appro- 
priate fee. 

Response:  The  suggestion  has  not  been  adopted  at  this  time. 
However,  the  PTO  is  currently  undertaking  a  project  to 
reengineer  the  entire  patent  process.  The  suggestion  will  be 
taken  in  advisement  in  this  project. 

109.  Comment:  One  comment  suggested  that  PTO  follow  the 
wording  of  35  U.S.C.  121  and  only  require  restriction  where  an 
application  claims  two  or  more  independent  and  distinct 
inventions  rather  than  two  or  more  independent  or  distinct 
inventions. 

Response:  In  making  restriction  requirements,  the  PTO  has 
always  followed  the  wording  of  35  U.S.C.  121  to  require 
restriction  if  two  or  more  independent  and  distinct  inventions 
are  claimed  in  an  application  rather  than  independent  or 
distinct  as  suggested  by  the  comment.  The  term  "independent" 
includes  species  and  related  inventions  such  as  combination/ 
subcombination  and  process  and  product.  Restriction  is  proper 
if  these  independent  inventions  are  patentably  distinct  (see 
section  802.01  of  the  MPEP). 

110.  Comment:  One  comment  suggested  that  the  standard  for 
determining  whether  an  application  contains  independent  and 
distinct  inventions  should  only  be  the  "unity  of  invention" 
standard  used  for  PCT  applications. 

Response:  The  suggestion  has  not  been  adopted.  The  current 
restriction  practice  for  35  U.S.C.  111(a)  applications  is  gov- 
erned by  35  U.S.C.  121  and  1.141,  §  1.142  and  1.146.  The  PCT 
"unity  of  invention"  standard  only  applies  to  PCT  applications 
and  applications  filed  under  35  U.S.C.  371.  The  PTO  is 
currently  reviewing  the  restriction  practice  in  view  of  the 
implementation  of  the  20-year  patent  term.  It  is  noted  that  a 
change  in  restriction  practice  without  changes  to  other  fees 
would  have  a  negative  impact  on  funding  needed  to  operate  the 
PTO. 

111.  Comment:  One  comment  suggested  that  the  PTO  apply 
the  PCT  unity  of  invention  standard  as  interpreted  by  the  EPO 
and  that  1.475(b)  be  amended  to  permit  a  broad  range  of  claims 
in  a  single  application. 

Response:  The  PTO  is  currently  undertaking  a  project  to 
reengineer  the  entire  patent  process.  The  suggestion  will  be 
taken  under  advisement  in  this  project. 

112.  Comment:  One  comment  suggested  that  the  PTO  exam- 
iner should  not  be  permitted  to  issue  a  restriction  requirement 
or  an  election  of  species  requirement  if  the  ISA  and  the  IPEA 
have  found  that  an  application  complies  with  the  unity  of 
invention  requirement. 

Another  comment  suggested  that  the  PTO  consider  allowing 
applicants  to  retain  all  claims  in  a  single  apphcation  when  the 
claims  are  related,  e.g.,  method  and  apparatus  claims. 

Another  comment  suggested  that  all  species  be  searched 
before  the  first  Office  action  regardless  of  whether  one  species 
is  found  to  be  unpatentable. 

Another  comment  suggested  that  election  of  species  require- 
ments be  prohibited. 

Response:  The  suggestions  have  not  been  adopted.  These 
issues  were  not  addressed  in  the  Notice  of  Proposed  Rulemak- 
ing. However,  the  PTO  is  currently  undertaking  a  project  to 
reengineer  the  entire  patent  process.  The  suggestions  will  be 
taken  under  advisement  in  that  project. 

113.  Comment:  One  comment  suggested  that  decisions  on 
whether  to  issue  a  restriction  requirement  be  made  within 
two-three  months  of  the  application  filing  date,  and,  if  the 
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requirement  is  traversed,  the  examiner  should  determine  within 
four-five  months  of  the  filing  date  whether  to  maintain  the 
requirement.  Decisions  on  petitions  to  withdraw  a  restriction 
requirement  should  be  decided  within  one  month. 
Response:  The  suggestion  has  not  been  adopted.  Current 
practice  dictates  that  restriction  requirements  be  made  at  the 
earliest  appropriate  time  in  the  pendency  of  a  given  applica- 
tion, e.g.,  in  the  first  Office  action.  It  would  be  difficult  to  issue 
a  restriction  requirement  within  two-three  months  of  the 
application  filing  date  as  suggested  since  a  large  number  of 
applications  are  filed  with  missing  parts  and  applicants  are 
given  a  time  period  to  submit  the  missing  parts.  Furthermore, 
applications  must  be  processed  by  the  Application  Branch  and 
must  be  screened  by  Licensing  and  Review  for  national 
security.  Petitions  to  withdraw  a  restriction  requirement  should 
be  acted  on  by  the  Group  Director  expeditiously. 

114.  Comment:  One  comment  argued  that  the  phrases,  "so  as  to 
be  pending  for  a  period  of  no  longer  than  12  months"  and 
"under  no  circumstances  will  the  provisional  application  be 
pending  after  12  months",  in  §  1.139  were  repetitious  and 
suggested  that  one  or  both  of  the  phrases  be  deleted. 
Response:  The  suggestion  has  not  been  adopted.  The  state- 
ments are  included  for  emphasis. 

115.  Comment:  One  comment  suggested  that  §  1.139  clearly 
state  that  if  the  revival  petition  is  filed  later  than  12  months 
after  filing  of  the  provisional  application,  then  the  revival  is  for 
the  sole  purpose  of  providing  copendency  for  a  35  U.S.C. 
111(a)  application  filed  during  that  12-month  period. 
Response:  The  suggestion  has  not  been  adopted.  The  proposed 
language  is  not  necessary. 

116.  Comment:  One  comment  stated  that  35  U.S.C.  154(b)  as 
contained  in  Public  Law  103-465  does  not  give  the  Commis- 
sioner any  authority  to  decide  the  period  of  extension.  There- 
fore, proposed  §  1.701  is  without  statutory  basis. 
Response:  35  U.S.C.  6(a)  gives  the  Commissioner  authority  to 
establish  regulations  not  inconsistent  with  law.Section  §  1.701 
is  consistent  with  35  U.S.C.  154(b)  and  furthermore,  the 
Commissioner  has  the  authority  under  35  U.S.C.  154(b)(3)(C) 
to  establish  regulations  to  address  the  standards  for  determin- 
ing due  diligence. 

117.  Comment:  One  comment  questioned  whether  patent  term 
extension  under  35  U.S.C.  154(b)  is  available  for  patents 
issuing:  (1)  before  June  8,  1995,  with  a  17-year  patent  tenn  or 
a  17/20  year  patent  term;  (2)  on  or  after  June  8,  1995,  on 
applications  filed  before  June  8,  1995,  with  a  17-year  patent 
term  or  a  17/20  year  patent  tenn. 

Response:  None  of  the  patents  set  forth  in  the  examples  are 
eligible  for  patent  term  extension.  Under  the  terms  of  the 
statute,  patent  term  extension  is  only  available  for  patents 
issued  on  applications  filed  on  or  after  June  8,  1995. 

118.  Comment:  Several  comments  questioned  whether  a  patent 
issued  on  a  continuing  application  is  entitled  to  a  patent  term 
extension  under  35  U.S.C.  154(b)  due  to  interference,  secrecy 
order,  or  appellate  review  delays  occurring  in  the  examination 
of  the  parent  application. 

Response:  If  the  delay  in  the  parent  application  contributed  to 
a  delay  in  the  issuance  of  a  patent  in  the  continuing  application, 
the  patent  granted  on  the  continuing  application  may  be 
eligible  for  an  extension  under  35  U.S.C.  154(b). 

119.  Comment:  One  comment  suggested  that  the  patent  term 
be  extended  for  a  period  of  time  equal  to  the  time  necessary  to 
revive  an  application  improperly  abandoned  due  to  PTO  error. 
Another  comment  suggested  that  patent  term  extension  be 
available  for  other  PTO  delays. 

Response:  The  suggestions  have  not  been  adopted.  Section 
154(b)  of  title  35,  United  States  Code,  only  permits  patent  term 
extension  for  delays  due  to  interferences,  secrecy  orders, 
and/or  successful  appeals. 

120.  Comment:  One  comment  suggested  that  the  period  of  an 
extension  granted  under  §  1.701  be  printed  on  the  face  of  the 
patent. 

Response:  The  PTO  will  publish  on  the  face  of  the  patent  any 
patent  term  extension  that  is  granted  pursuant  to  §  1.701. 

121.  Comment:  One  comment  suggested  that  the  word  "inter- 
ference" be  inserted  before  the  word  "proceedings"  in  § 
1.701(a)(1). 

Response:  The  suggestion  has  been  adopted. 


122.  Comment:  One  comment  stated  that  the  last  sentence  of  § 
1.701(b)  is  confusing  because  it  suggests  that  patent  term 
extension  will  be  available  in  cases  of  terminal  disclaimer  and 
that  the  extension  begins  on  the  terminal  disclaimer  date  rather 
than  the  original  expiration  date.  This  statement  is  contrary  to 
35  U.S.C.  154(b)(2)  which  does  not  permit  any  patent  term 
extension  for  appellate  delay  if  the  patent  is  subject  to  a 
terminal  disclaimer. 

Response:  In  order  to  reduce  confusion,  the  last  sentence  of  § 
1.701(b)  is  being  amended  to  state  that  the  extension  will  run 
from  the  expiration  date  of  the  patent.  The  reference  to 
"terminal  disclaimer"  is  being  deleted. 

123.  Comment:  Two  comments  stated  that  if  an  application 
involved  in  an  interference  proceeding  contains  uninvolved 
claims,  those  uninvolved  claims  should  not  be  entitled  to 
extension  of  patent  term  under  proposed  §  1.701  because 
applicant  could  cancel  those  uninvolved  claims  from  the 
application  and  refile  those  claims  in  a  continuation  appUca- 
tion.  It  is  suggested  that  if  an  applicant  leaves  conclusively 
uninvolved  claims  (where  no  §  1.633(c)(4)  motion  is  filed)  in 
the  application  in  interference,  applicant  does  not  get  the 
benefit  of  the  extension  for  any  claim. 

Response:  The  suggestion  has  not  been  adopted.  The  statute, 
35  U.S.C.  154(b),  grants  patent  term  extension  to  a  patent  if  the 
issuance  of  the  patent  was  delayed  due  to  interference  pro- 
ceeding under  35  U.S.C.  135(a).  The  statute  does  not  exclude 
applications  containing  uninvolved  claims.  The  Commissioner 
does  not  have  the  authority  to  establish  regulations  which  are 
inconsistent  with  the  law.  Therefore,  an  application  involved  in 
an  interference  which  contains  uninvolved  claims  will  be 
entitled  to  patent  term  extension  if  the  issuance  of  the  patent 
was  delayed  due  to  interference  proceeding  under  35  U.S.C. 
135(a). 

124.  Comment:  One  comment  asked  whether  applicant  is 
entitled  to  patent  term  extension  regardless  of  whether  an 
interference  involving  applicant's  application  is  ultimately 
declared. 

One  comment  asked  if  the  PTO  ends  the  suspension  without 
declaring  an  interference,  and  continued  prosecution  results  in 
filing  of  a  continuation  or  divisional  application,  are  such 
subsequent  cases  entitled  to  the  extension. 
Response:  An  application  will  not  be  suspended  unless  it  is 
decided  that  an  interference  can  be  declared  involving  that 
application.  If  prosecution  of  appficant's  application  is  sus- 
pended due  to  an  interference  not  involving  applicant's  appli- 
cation and  an  interference  involving  applicant's  application  is 
later  declared,  applicant  will  be  entitled  to  patent  term  exten- 
sion under  §  l.701(c)(l)(ii)  for  the  suspension  period  and 
under  §  1.701(c)(l)(i)  for  the  interference  period.  However,  if 
prosecution  of  applicant's  application  is  suspended  due  to  an 
interference  not  involving  applicant's  application  and  if  the 
PTO  ends  the  suspension  of  the  application  without  declaring 
an  interference  involving  applicant's  application,  that  applica- 
tion will  be  entitled  to  patent  term  extension  under  § 
1.701(c)(l)(ii).  If  prosecution  results  in  filing  of  a  continuing 
application  and  if  the  delay  in  the  parent  application  contrib- 
uted to  a  delay  in  the  issuance  of  a  patent  on  the  continuing 
application,  the  patent  granted  on  the  continuing  application 
may  be  eligible  for  an  extension  under  35  U.S.C.  154(b). 

125.  Comment:  One  comment  stated  that  delays  in  the  issuance 
of  a  patent  can  exceed  the  five-year  limit  provided  for  in 
proposed  §  1.701(b).  Where  the  delay  was  not  the  fault  of  the 
applicant,  why  should  there  be  this  maximum? 

Another  comment  stated  that  in  a  biotechnology  application, 
if  suspension  of  the  application  results  in  a  declared  interfer- 
ence, the  period  of  delay  calculated  under  §  1.701(c)(l)(i)  will 
likely  consume  most  of  the  five-year  maximum  extension.  This 
renders  the  value  of  any  time  period  measured  under  § 
1.701(c)(l)(ii)  negligible,  thus  diminishing  the  rights  of  appli- 
cant due  to  the  unregulated  suspension  powers  of  the  PTO. 
Response:  The  five-year  limit  for  patent  term  extension  set 
forth  in  §  1.701(b)  is  required  by  statute,  35  U.S.C.  154(b). 

126.  Comment:  One  comment  suggested  that  §  1.701(c)(l)(i) 
be  amended  to  state  that  an  application  added  after  an 
interference  is  declared  is  entitled  to  an  extension  measured 
only  from  the  date  of  redeclaration. 

Response:  The  suggestion  has  not  been  adopted.  The  language 
in  §  1.701(c)(l)(i)  is  clear  that  for  an  application  that  is  added 
to  an  interference,  that  application  is  entitled  to  an  extension 
measured  from  the  date  of  redeclaration  of  the  interference. 
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127.  Comment:  One  comment  stated  that  §  1.701(c)(l)(ii)  does 
not  address  the  case  where  a  suspended  application  is  added  to 
the  interference  without  the  suspension  being  lifted. 
Response:  Section  §  1.701(c)(l)(ii)  is  being  amended  to 
reference  the  endpoint  for  the  suspension  period  to  the  date  of 
termination  of  the  suspension.  Where  prosecution  of  an  appli- 
cation is  suspended  due  to  interference  proceedings  not  involv- 
ing the  application,  the  suspension  is  made  pursuant  to  § 
1.103(b).  When  that  application  is  added  to  an  interference,  the 
suspension  pursuant  to  §  1.103(b)  will  be  automatically  lifted. 
The  application  is  entitled  to  patent  term  extension  for  the 
period  of  suspension  pursuant  to  §  1.701(c)(l)(ii)  and  for  the 
period  of  interference  pursuant  to  §  1.701(c)(l)(i).  Under  § 
1.701(c)(l)(ii),  the  period  of  suspension  begins  on  the  date  the 
application  is  suspended  and  ends  on  the  date  the  suspension 
under  §  1.103(b)  is  terminated,  which  in  this  case  would  be  the 
same  date  as  the  date  of  redeclaration  of  the  interference. 

128.  Comment:  One  comment  suggested  that  the  phrase  ",  if 
any,"  in  §  1.701(c)(l)(i)  and  (ii)  is  unnecessary. 
Response:  The  suggestion  has  not  been  adopted.  However,  § 
1.701(c)(l)(i)  is  being  amended  for  clarity  by  deleting  the 
phrase  "if  any"  after  the  first  occurrence  of  "interference"  and 
by  inserting  the  same  phrase  after  the  phrase  "the  number  of 
days." 

129.  Comment:  Several  comments  suggested  that  the  phrase 
"was  declared  or  redeclared"  in  §  1.701(c)(l)(i)  be  changed  to 
—was  first  declared—. 

Response:  The  suggestion  has  not  been  adopted.  The  language 
of  the  rule  reads  "with  respect  to  each  interference  in  which  the 
application  was  involved,  the  number  of  days  in  the  period 
beginning  on  the  date  the  interference  was  declared  or  rede- 
clared to  involve  the  application  in  the  interference...."  An 
interference  may  be  declared  as  A  vs.  B  and  later  redeclared  as 
A  vs.  B  vs.  C.  Under  the  rule,  the  period  of  extension  would  be 
counted,  with  respect  to  applications  A  and  B,  from  the  date  the 
interference  was  declared  to  involve  the  applications  A  and  B. 
With  respect  to  application  C,  the  period  of  extension  would  be 
counted  from  the  date  the  interference  was  redeclared  to 
involve  the  application  C.  No  ambiguity  is  seen  in  the  language 
as  originally  proposed. 

130.  Comment:  One  comment  suggested  that  the  use  of  the 
phrase  "appellate  review"  in  reference  to  an  action  under  35 
U.S.C.  145  or  146  is  incorrect,  since  an  action  under  35  U.S.C. 
145  or  146  is  not  considered  as  an  "appellate  review"  and 
suggests  that  §  1.701(a)(3)  be  amended  so  that  the  introductory 
phrase  reads  "Appellate  review  by  the  Board  of  Patent  Appeals 
and  Interferences  or  review  by  a  Federal  court  under  35  U.S.C. 
141  or  145 " 

Response:  The  suggestion  has  not  been  adopted.  The  use  of  the 
phrase  "appellate  review"  in  reference  to  an  action  under  35 
U.S.C.  145  or  146  is  technically  incorrect.  However,  Public 
Law  103-465  provides  for  extension  of  patent  term  for  "delay 
due  to  appellate  review  by  the  Board  of  Patent  Appeals  and 
Interferences  or  by  a  Federal  court".  The  introductory  phrase 
referred  to  in  the  comment  uses  the  exact  language  found  in  the 
statute. 

131.  Comment:  One  comment  suggested  that  §  1.701(a)  be 
amended  to  specify  whether  extensions  for  appellate  delays  are 
available  for  reissue  applications. 

Response:  The  suggestion  has  not  been  adopted.  Under  35 
U.S.C.  251,  the  term  of  a  reissue  patent  is  "for  the  unexpired 
part  of  the  term  of  the  original  patent."  Therefore,  patent  term 
extension  for  appellate  delays  is  not  available  for  reissue 
applications. 

132.  Comment:  One  comment  suggested  that  §  1.701(d)  be 
deleted. 

Response:  The  suggestion  has  not  been  adopted.  Section  § 
1.701(d)  sets  forth  the  language  found  in  the  statute,  35  U.S.C. 
154(b)(3)  and  further  provides  a  standard  for  determining  due 
diligence. 

133.  Comment:  Several  comments  suggested  that  the  lack  of 
due  diligence  set  forth  in  §  1.701(d)(2)  be  limited  to  the  acts 
which  occurred  during  the  appellate  period  (after  the  filing  of 
a  Notice  of  Appeal)  and  not  during  prosecution. 
Response:  The  suggestion  has  been  adopted.  Section  § 
1.701(d)  is  being  amended  accordingly. 


134.  Comment:  One  comment  suggested  that  the  rules  be  made 
clear  that  a  suspension  under  §  1.103  does  not  constitute  a  lack 
of  due  diligence  under  §  1.701(d)(2). 

Response:  The  suggestion  has  not  been  adopted.  A  request  for 
suspension  pursuant  to  §  1.103(a)  during  the  appellate  review 
period  will  be  considered  to  be  prima  facie  evidence  of  lack  of 
due  diligence. 

135.  Comment:  Several  comments  stated  that  the  rules  permit 
extensions  of  time  and  the  filing  of  informal  applications. 
These  acts  should  not  constitute  lack  of  due  diligence  since  the 
proposed  rule  defined  the  standard  for  determining  due  dili- 
gence is  whether  the  applicant  exhibited  that  degree  of 
timeliness  as  may  reasonably  be  expected  from,  and  which  is 
ordinarily  exercised  by,  a  person.  One  comment  suggested  that 
the  Office  adopt  a  gross  negligence  standard. 

Response:  The  examples  of  acts  that  may  constitute  lack  of  due 
diligence  set  forth  in  the  Notice  of  Proposed  Rulemaking 
(extensions  of  time,  filing  of  nonresponsive  submissions,  and 
filing  of  informal  applications)  are  being  withdrawn.  The 
suggestion  regarding  the  adoption  of  a  gross  negligence 
standard  has  not  been  adopted.  As  set  forth  in  §  1.701(d)(2), 
the  standard  for  determining  due  diligence  is  whether  applicant 
exhibited  that  degree  of  timeliness  as  may  reasonably  be 
expected  from,  and  which  is  ordinarily  exercised  by,  a  person 
during  the  appellate  review  period. 

136.  Comment:  One  comment  stated  that  the  PTO  list  in  the 
rule  all  circumstances  in  which  an  applicant  will  be  considered 
not  to  have  acted  with  due  diligence. 

Another  comment  suggested  that  objective  criteria  for  "dili- 
gence" be  set  forth  in  §  1.701(d)(2). 

Response:  The  suggestion  has  not  been  adopted.  Whether  an 
action  by  the  applicant  constitutes  lack  of  due  diligence  will  be 
determined  by  the  facts  and  circumstances  of  each  case.  Since 
lack  of  due  diligence  is  determined  on  a  case-by-case  basis,  it 
would  not  be  possible  to  list  all  circumstances  in  the  rule. 
Examples  of  acts  which  will  constitute  prima  facie  evidence  of 
lack  of  due  diligence  are:  (1)  abandonment  of  the  application 
during  appellate  review;  and  (2)  suspension  of  action  under  § 
1.103(a)  during  appellate  review. 

137.  Comment:  One  comment  suggested  that  guidance  be 
provided  in  the  comments  to  the  Notice  of  Final  Rules 
identifying  in  what  circumstance  is  a  patent  issued  "pursuant  to 
an  appellate  decision  reversing  an  adverse  determination  of 
patentability." 

Several  comments  questioned  whether  the  reversal  of  all 
rejections  on  one  of  several  appealed  claims  would  entitle 
applicant  to  an  extension  under  §  1.701(a)(3).  Two  comments 
suggested  that  the  rule  be  redrafted  to  allow  appropriate 
extension  of  term  where  the  Board  or  a  court  reverses  at  least 
"in  part." 

Response:  Extension  of  patent  term  under  §  1.701(a)(3)  is 
applicable  if  all  the  rejections  of  any  one  claim  are  ultimately 
reversed.  The  rule  is  clear  and  no  clarification  is  needed. 

138.  Comment:  One  comment  stated  that  §  1.701  does  not 
address  the  situation  where  applicant  appeals  with  both  al- 
lowed and  rejected  claims.  In  such  case,  patent  term  extension 
should  be  available  for  any  claims  that  were  allowed  prior  to 
appellate  review,  if  the  allowed  claims  were  in  the  same 
application,  whether  or  not  the  decision  of  the  examiner  on  the 
rejected  claims  is  ultimately  reversed.  Applicant  should  not 
have  to  refile  the  allowed  claims  and  rejected  claims  in 
separate  cases  in  order  to  take  advantage  of  the  patent  term 
extension. 

Response:  If  applicant  chooses  to  keep  the  allowed  claims  with 
the  rejected  claims  in  the  application  on  appeal,  patent  term 
extension  pursuant  to  35  U.S.C.  154(b)(2)  is  only  available  if 
a  patent  was  issued  pursuant  to  a  decision  reversing  an  adverse 
determination  of  patentability  and  if  the  patent  is  not  subject  to 
a  terminal  disclaimer  due  to  the  issuance  of  another  patent 
claiming  subject  matter  that  is  not  patentably  distinct  from  that 
under  appellate  review.  If  the  appellate  review  is  not  success- 
ful, applicant  will  not  be  entitled  to  patent  term  extension. 

139.  Comment:  One  comment  questioned  whether  the  phrase 
"if  the  patent  is  not  subject  to  a  terminal  disclaimer"  in  § 
1.701(a)(3)  is  intended  to  be  limited  to  those  applications  in 
which  a  terminal  disclaimer  has  actually  been  filed  or  encom- 
pass those  applications  in  which  a  double  patenting  rejection 
has  been  made  and  a  terminal  disclaimer  suggested  by  an 
examiner. 
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Response:  The  calculation  of  any  applicable  extension  under  § 
1.701  will  be  made  prior  to  the  mailing  of  the  Notice  of 
Allowance  and  Issue  Fee  Due.  At  that  time,  any  double 
patenting  rejection  would  have  been  resolved  and  a  terminal 
disclaimer  would  have  been  filed  if  one  was  required. 

140.  Comment:  One  comment  stated  that  §  1.701(d)(1)  is 
inconsistent  with  35  U.S.C.  154(b)(2)  and  (b)(3),  because  the 
period  of  extension  for  appellate  review  would  be  calculated 
under  §  1.701(d)(1)  by  first  subtracting  the  period  of  appellate 
review  occurring  within  three  years  of  the  filing  date  before  the 
five-year  limit  is  imposed.  It  is  suggested  that  §  1.701  be 
modified  to  be  consistent  with  35  U.S.C.  154(b)(2)  which 
requires  the  five-year  limit  to  be  imposed  before  the  subtrac- 
tion for  appellate  review  occurring  within  three  years  of  the 
filing  date. 

Response:  The  suggestion  has  not  been  adopted.  Section  § 
1.701  is  not  inconsistent  with  35  U.S.C.  154(b)(2)  and  (b)(3). 
The  period  of  extension  referred  to  in  35  U.S.C.  154(b)(2)  is 
defined  in  35  U.S.C.  154(b)(3).  Therefore,  one  must  determine 
the  period  of  extension  in  35  U.S.C.  154(b)(3)(A),  then  reduce 
that  period  by  the  time  determined  in  35  U.S.C.  154(b)(3)(B) 
and  (b)(3)(C).  Then,  according  to  35  U.S.C.  154(b)(2),  the 
resulting  time  period  may  not  be  more  than  five  years. 

141.  Comment:  One  comment  suggested  that  the  Commis- 
sioner identify  a  senior  person  who  is  charged  with  approving 
all  reductions  in  extension  of  patent  term  rather  than  leaving 
the  decision  to  the  examiner  or  the  SPE. 

One  comment  questioned  who  will  make  the  calculation  of 
the  period  of  patent  term  extension  under  §  1.701  and  whether 
that  calculation  can  be  challenged  and  by  whom. 
Response:  It  is  contemplated  that  the  period  of  patent  term 
extension  calculated  and  any  reduction  in  the  extension  of 
patent  term  will  not  be  made  by  an  examiner.  It  is  noted  that 
the  period  of  patent  term  extension  will  be  identified  in  the 
Notice  of  Allowance  and  Issue  Fee  Due  and  if  applicant 
disagrees  with  the  period,  applicant  may  request  further  review 
by  way  of  a  petition  under  §  1 . 1 8 1 .  If  an  error  is  noted  after  the 
patent  issues,  patentee  or  any  third  party  may  seek  correction 
of  the  period  of  patent  term  extension  granted  by  filing  a 
request  for  a  Certificate  of  Correction  pursuant  to  §  1.322. 

142.  Comment:  One  comment  questioned  whether  a  challenge 
to  the  period  of  patent  term  extension  calculated  by  the  PTO 
under  §  1.701  would  be  required  to  be  made  within  a  fixed 
period. 

Response:  No.  However,  the  longer  applicant  delays  filing  a 
petition  under§  1.181  challenging  the  period  of  extension 
calculated  by  the  PTO,  the  less  likely  any  error  will  be 
corrected  before  the  patent  is  issued  with  the  error  printed  on 
the  patent.  If  the  patent  issues  with  an  incorrect  period  of 
extension,  applicant  should  file  a  request  for  a  Certificate  of 
Correction  pursuant  to  §  1.322  instead  of  a  petition  under  § 
1.181. 

143.  Comment:  One  comment  suggested  that  §  1.701(d)(2)  be 
amended  to  require  PTO  to  notify  applicant  in  writing  of  any 
intent  to  reduce  the  term  extension  for  lack  of  due  diligence, 
stating  the  specific  basis,  and  provide  applicant  with  a  reason- 
able opportunity  to  respond. 

Response:  The  suggestion  has  not  been  adopted.  The  period  of 
patent  term  extension  will  be  identified  in  the  Notice  of 
Allowance  and  Issue  Fee  Due  and  if  applicant  disagrees  with 
the  period,  applicant  may  request  further  review  by  way  of  a 
petition  under  §  1.181. 

144.  Comment:  One  comment  suggested  that  a  cover  sheet  for 
use  in  recording  assignments  be  included  in  the  final  rules 
package  as  an  addendum. 

Response:  The  suggestion  has  not  been  adopted.  A  sample 
cover  sheet  for  use  in  recording  assignments  was  published  as 
Appendix  B  in  the  Federal  Register  on  July  6,  1992,  at  57  FR 
29634  and  in  the  Official  Gazette  on  July  28,  1992,  at  1140  Ofif. 
Gaz.  Pat.  Office  63  and  may  be  obtained  from  Assignment 
Branch. 


1980,  44  U.S.C.  3501  et  seq.  This  final  rule  has  been 
determined  not  to  be  significant  for  the  purposes  of  E.O. 
12866. 

The  Assistant  General  Counsel  for  Legislation  and  Regula- 
tion of  the  Department  of  Commerce  has  certified  to  the  Chief 
Counsel  for  Advocacy,  Small  Business  Administration,  that 
these  final  rule  changes  will  not  have  a  significant  economic 
impact  on  a  substantial  number  of  small  entities  (Regulatory 
Flexibility  Act,  5  U.S.C.  605(b)).  The  principal  impact  of  these 
changes  is  to  provide  a  procedure  for  domestic  applicants  to 
quickly  and  inexpensively  file  a  provisional  application.  The 
filing  date  of  the  provisional  apphcation  will  not  be  used  to 
measure  the  term  of  a  patent  granted  on  an  application  which 
claims  the  earlier  filing  date  of  the  provisional  application. 

The  Patent  and  Trademark  Office  has  also  determined  that 
this  notice  has  no  Federalism  implications  affecting  the  rela- 
tionship between  the  National  Government  and  the  States  as 
outlined  in  E.O.  12612. 

These  final  rules  contain  collections  of  information  subject 
to  the  requirements  of  the  Paperwork  Reduction  Act  (Act).  The 
provisional  application  has  been  approved  by  the  Office  of 
Management  and  Budget  under  control  numbers  0651-0031 
and  0651-0032.  The  cover  sheet  is  approved  under  0MB 
control  number  0651-0037.  The  cover  sheet  is  necessary  to 
expedite  the  processing  of  a  provisional  application  and 
improve  quality.  Public  reporting  burden  for  the  collection  of 
information  on  the  cover  sheet  is  estimated  to  average  12 
minutes  per  response,  including  the  time  for  reviewing  instruc- 
tions, searching  existing  data  sources,  gathering  and  maintain- 
ing the  data  needed,  and  completing  and  reviewing  the 
collection  of  information.  Send  comments  regarding  this 
burden  estimate  or  any  other  aspect  of  this  collection  of 
information,  including  suggestions  for  reducing  the  burden  to 
the  Office  of  Assistance  Quality  and  Enhancement  Division, 
Patent  and  Trademark  Office,  Washington,  D.C.  20231,  and  to 
the  Office  of  Information  and  Regulatory  Affairs,  Office  of 
Management  and  Budget,  Washington,  D.C.  20503  (ATTN: 
Paperwork  Reduction  Act  Projects  0651-0031,  0651-0032,  and 
0651-0037). 

List  of  Subjects 

37  CFR  Part  1 

Administrative  practice  and  procedure.  Courts,  Freedom  of 
Information,  Inventions  and  patents.  Reporting  and  record 
keeping  requirements.  Small  businesses. 

37  CFR  Part  3 

Administrative  practice  and  procedtu-e,  Inventions  and  pat- 
ents. Reporting  and  record  keeping  requirements. 

For  the  reasons  set  forth  in  the  preamble,  37  CFR  Parts  1  and 
3  are  amended  as  follows: 

PART  1  -  RULES  OF  PRACTICE  IN  PATENT  CASES 


1.  The  authority  citation  for  37  CFR  Part  1  continues  to  read 
as  follows: 

Authority:  35  U.S.C.  6  unless  otherwise  noted. 


2.  Section  1.1  is  amended  by  adding  new  paragraph  (i)  to 
read  as  follows: 

§  1.1  All  communications  to  be  addressed  to  Commissioner 
of  Patents  and  Trademarks. 


(i)  The  filing  of  all  provisional  applications  and  any  com- 
munications relating  thereto  should  be  additionally  marked 
"Box  Provisional  Patent  Application." 


Other  Considerations 


This  final  rule  change  is  in  conformity  with  the  requirements 
of  the  Regulatory  Flexibility  Act,  5  U.S.C.  601  et  seq.. 
Executive  Order  12612,  and  the  Paperwork  Reduction  Act  of 


3.  Section  1.9  is  amended  by  revising  paragraph  (a)  to  read 
as  follows: 
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§  1.9  Definitions. 

(a)(1)  A  national  application  as  used  in  this  chapter  means  a 
U.S.  apphcation  for  patent  which  was  either  filed  in  the  Oifice 
under  35  U.S.C.  Ill,  or  which  entered  the  national  stage  from 
an  international  apphcation  after  compliance  with  35  U.S.C. 
371. 

(2)  A  provisional  apphcation  as  used  in  this  chapter  means  a 
U.S.  national  application  for  patent  filed  in  the  Office  under  35 
U.S.C.  111(b). 

(3)  A  nonprovisional  application  as  used  in  this  chapter 
means  a  U.S.  national  application  for  patent  which  was  either 
filed  in  the  Office  under  35  U.S.C.  111(a).  or  which  entered  the 
national  stage  from  an  international  application  after  compli- 
ance with  35  U.S.C.  371. 


4.  Section  1.12  is  amended  by  revising  paragraph  (c)  to  read 
as  follows: 

§  1.12  Assignment  records  open  to  public  inspection. 

%    :)c    :^    if:    H^ 


(c)  Any  request  by  a  member  of  the  public  seeking  copies  of 
any  assignment  records  of  any  pending  or  abandoned  patent 
application  preserved  in  secrecy  under  §  1.14,  or  any  informa- 
tion with  respect  thereto,  must 

(1)  Be  in  the  form  of  a  petition  accompanied  by  the  petition 
fee  set  forth  in  §  1.17(i),  or 

(2)  Include  written  authority  granting  access  to  the  member 
of  the  public  to  the  particular  assignment  records  from  the 
applicant  or  applicant's  assignee  or  attorney  or  agent  of  record. 

4:    ^     ^    %    ^ 


5.  Section  1.14  is  amended  by  revising  paragraph  (e)  to  read 
as  follows: 

§  1.14  Patent  applications  preserved  in  secrecy. 


(c)  In  addition  to  the  basic  filing  fee  in  an  original  applica- 
tion, except  provisional  applications,  for  filing  or  later  presen- 
tation of  each  claim  (whether  independent  or  dependent)  in 
excess  of  20  (Note  that  §  1.75(c)  indicates  how  multiple 
dependent  claims  are  considered  for  fee  calculation  purposes.): 

By  a  small  entity  (§  1.9(f)) 11.00 

By  other  than  a  small  entity 22.00 

(d)  In  addition  to  the  basic  filing  fee  in  an  original 
application,  except  provisional  applications,  if  the  application 
contains,  or  is  amended  to  contain,  a  multiple  dependent 
claim(s),  per  application: 

By  a  small  entity  (§  1.9(f)) 120.00 

By  other  than  a  small  entity 240.00 

(If  the  additional  fees  required  by  paragraphs  (b),  (c),  and 
(d)  of  this  section  are  not  paid  on  filing  or  on  later  presentation 
of  the  claims  for  which  the  additional  fees  are  due,  they  must 
be  paid  or  the  claims  canceled  by  amendment,  prior  to  the 
expiration  of  the  time  period  set  for  response  by  the  Office  in 
any  notice  of  fee  deficiency.) 

(e)  Surcharge  for  filing  the  basic  fifing  fee  or  oath  or 
declaration  on  a  date  later  than  the  fifing  date  of  the  applica- 
tion, except  provisional  applications: 

By  a  small  entity  (§  1.9(f)) 65.00 

By  other  than  a  small  entity 130.00 

(f)  Basic  fee  for  filing  each  design  apphcation: 

By  a  small  entity  (§  1.9(f)) 150.00 

By  other  than  a  small  entity 300.00 

(g)  Basic  fee  for  filing  each  plant  application,  except 
provisional  applications: 

By  a  small  entity  (§  1.9(f)) 245.00 

By  other  than  a  small  entity 490.00 


(e)  Any  request  by  a  member  of  the  pubhc  seeking  access  to, 
or  copies  of,  any  pending  or  abandoned  application  preserved 
in  secrecy  pursuant  to  paragraphs  (a)  and  (b)  of  this  section,  or 
any  papers  relating  thereto,  must 

(1)  Be  in  the  form  of  a  petition  and  be  accompanied  by  the 
petition  fee  set  forth  in  §  1.17(i),  or 

(2)  Include  written  authority  granting  access  to  the  member 
of  the  public  in  that  particular  application  from  the  applicant  or 
the  applicant's  assignee  or  attorney  or  agent  of  record. 


^    Hi:    il/:    ii:    iifi 


(k)  Basic  fee  for  filing  each  provisional  application: 

By  a  small  entity  (§  1.9(f)) 75.00 

By  other  than  a  small  entity 150.00 

(1)  Surcharge  for  filing  the  basic  filing  fee  or  cover  sheet  (  § 
1.51(a)(2)(i))  on  a  date  later  than  the  fifing  date  of  the 
provisional  application: 

By  a  small  entity  (§  1.9(f)) 25.00 

By  other  than  a  small  entity 50.00 


6.  Section  1.16  is  amended  by  revising  paragraphs  (a)-(g) 
and  by  adding  new  paragraphs  (k)  and  (1)  to  read  as  follows: 

§  1.16  National  application  filing  fees. 

(a)  Basic  fee  for  filing  each  application  for  an  original 
patent,  except  provisional,  design  or  plant  applications: 

By  a  small  entity  (§  1.9(f))  $365.00 

By  other  than  a  small  entity 730.00 

(b)  In  addition  to  the  basic  filing  fee  in  an  original 
application,  except  provisional  applications,  for  filing  or  later 
presentation  of  each  independent  claim  in  excess  of  3: 

By  a  small  entity  (§  1.9(f)) 38.00 

By  other  than  a  small  entity 76.00 


7.  Section  §  1.17  is  amended  by  revising  paragraphs  (h)  and 
(i),  and  by  adding  new  paragraphs  (q),  (r)  and  (s)  to  read  as 
follows: 

§  1.17  Patent  application  processing  fees. 


(h)  For  filing  a  petition  to  the  Commissioner  under  a  section 
listed  below  which  refers  to  this  paragraph 130.00 

§  1 .47  -  for  fifing  by  other  than  all  the  inventors  or  a  person 
not  the  inventor 

§  1 .48  -  for  correction  of  inventorship,  except  in  provisional 
applications 

§  1.84  -  for  accepting  color  drawings  or  photographs 


1280  OG  356 
(144) 


OFFICIAL  GAZETTE 


March  2,  2004 


§  1.182  -  for  decision  on  questions  not  specifically  provided 
for 

§  1.183  -  to  suspend  the  rules 

§  1.295  -  for  review  of  refusal  to  publish  a  statutory 
invention  registration 

§  1.377  -  for  review  of  decision  refusing  to  accept  and 
record  payment  of  a  maintenance  fee  filed  prior  to  expiration 
of  patent 

§  1.378(e)  -  for  reconsideration  of  decision  on  petition 
refusing  to  accept  delayed  payment  of  maintenance  fee  in 
expired  patent 

§  1.644(e)  -  for  petition  in  an  interference 

§  1.644(f)  -  for  request  for  reconsideration  of  a  decision  on 
petition  in  an  interference 

§  1.666(c)  -  for  late  filing  of  interference  settlementagree- 
ment 

§§  5.12,  5.13  and  5.14  -  for  expedited  handling  of  a  foreign 
filing  license 

§  5.15  -  for  changing  the  scope  of  a  license 

§  5.25  -  for  retroactive  hcense 


(i)  For  filing  a  petition  to  the  Commissioner  under  a  section 
listed  below  which  refers  to  this  paragraph 130.00 


§  1.12  -  for  access  to  an  assignment  record 

§  1.14  -  for  access  to  an  application 

§  1.53  -  to  accord  a  filing  date,  except  in  provisional 
applications 

§  1.55  -  for  entry  of  late  priority  papers 

§  1.60  -  to  accord  a  filing  date 

§  1.62  -  to  accord  a  filing  date 

§  1.97(d)-  to  consider  an  information  disclosure  statement 

§  1.102  -  to  make  application  special 

§  1.103  -  to  suspend  action  in  application 

§  1.177  -  for  divisional  reissues  to  issue  separately 

§  1.312  -  for  amendment  after  payment  of  issue  fee 

§  1.313  -  to  withdraw  an  application  from  issue 

§  1.314  -  to  defer  issuance  of  a  patent 

§  1.666(b)  -  for  access  to  interference  settlement  agreement 

§  3.81  -  for  patent  to  issue  to  assignee,  assignment  submitted 
after  payment  of  the  issue  fee 


(q)  For  filing  a  petition  to  the  Commissioner  under  a  section 
listed  below  which  refers  to  this  paragraph 50.00 


§  1.48  -  for  correction  of  inventorship  in  a  provisional 
application 

§  1.53  -  to  accord  a  provisional  application  a  filing  date  or 
to  convert  an  application  filed  under  §  1.53(b)(1)  to  a  provi- 
sional application 


(r)  For  entry  of  a  submission  after  final  rejection  under§ 
1.29(a): 


By  a  small  entity  (§  1.9(f)) 365.00 

By  other  than  a  small  entity 730.00 


(s)  For  each  additional  invention  requested  to  be  examined 
under  §  1.29(b): 


(1)  For  processing  and  retaining  any  application  abandoned 
pursuant  to  §  1.53(d)(1)  unless  the  required  basic  filing  fee  has 
been  paid  $130.00 


9.  Section  1.28  is  amended  by  revising  paragraph  (a)  to  read 
as  follows: 

§  1.28  Effect  on  fees  of  failure  to  establish  status,  or  change 
status,  as  a  small  entity. 

(a)  The  failure  to  establish  status  as  a  small  entity  (§  1.9(f) 
and  §  1.27  of  this  part)  in  any  application  or  patent  prior  to 
paying,  or  at  the  time  of  paying,  any  fee  precludes  payment  of 
the  fee  in  the  amount  established  for  small  entities.  A  refund 
pursuant  to  1.26  of  this  part,  based  on  establishment  of  small 
entity  status,  of  a  portion  of  fees  timely  paid  in  full  prior  to 
establishing  status  as  a  small  entity  may  only  be  obtained  if  a 
verified  statement  under  §  1.27  and  a  request  for  a  refund  of  the 
excess  amount  are  filed  within  two  months  of  the  date  of  the 
timely  payment  of  the  full  fee.  The  two-month  time  period  is 
not  extendable  under§  1.136.  Status  as  a  small  entity  is  waived 
for  any  fee  by  the  failure  to  establish  the  status  prior  to  paying, 
at  the  time  of  paying,  or  within  two  months  of  the  date  of 
payment  of,  the  fee.  Status  as  a  small  entity  must  be  specifi- 
cally established  in  each  application  or  patent  in  which  the 
status  is  available  and  desired.  Status  as  a  small  entity  in  one 
application  or  patent  does  not  affect  any  other  application  or 
patent,  including  applications  or  patents  which  are  directly  or 
indirectly  dependent  upon  the  application  or  patent  in  which 
the  status  has  been  established.  A  nonprovisional  application 
claiming  benefit  under  35  U.S.C.  119(e),  120,  121,  or  365(c)  of 
a  prior  application  may  rely  on  a  verified  statement  filed  in  the 
prior  application  if  the  nonprovisional  application  includes  a 
reference  to  the  verified  statement  in  the  prior  application  or 
includes  a  copy  of  the  verified  statement  in  the  prior  applica- 
tion and  status  as  a  small  entity  is  still  proper  and  desired.  Once 
status  as  a  small  entity  has  been  established  in  an  application 
or  patent,  the  status  remains  in  that  appUcation  or  patent 
without  the  filing  of  a  further  verified  statement  pursuant  to  § 
1.27  of  this  part  unless  the  Office  is  notified  of  a  change  in 
status. 

10.  Section  §  1.45  paragraph  (c)  is  revised  to  read  as 
follows: 

§  1.45  Joint  inventors. 

(c)  If  multiple  inventors  are  named  in  a  nonprovisional 
application,  each  named  inventor  must  have  made  a  contribu- 
tion, individually  or  jointly,  to  the  subject  matter  of  at  least  one 
claim  of  the  application  and  the  application  will  be  considered 
to  be  a  joint  application  under  35  U.S.C.  116.  If  multiple 
inventors  are  named  in  a  provisional  apphcation,  each  named 
inventor  must  have  made  a  contribution,  individually  or 
jointly,  to  the  subject  matter  disclosed  in  the  provisional 
application  and  the  provisional  application  will  be  considered 
to  be  a  joint  application  under  35  U.S.C.  116. 

11.  Section  §  1.48  is  revised  to  read  as  follows: 


By  a  small  entity  (§  1.9(f)) 365.00 

By  other  than  a  small  entity 730.00 


8.  Section  §  1.21  is  amended  by  revising  paragraph  (1)  to 
read  as  follows: 


§  1.21  MisceUaneous  fees  and  charges. 

The  Patent  and  Trademark  Office  has  established  the  fol- 
lowing fees  for  the  services  indicated: 


§  1.48  Correction  of  inventorship. 

(a)  If  the  correct  inventor  or  inventors  are  not  named  in  a 
nonprovisional  application  through  error  without  any  decep- 
tive intention  on  the  part  of  the  actual  inventor  or  inventors,  the 
application  may  be  amended  to  name  only  the  actual  inventor 
or  inventors.  Such  amendment  must  be  diligently  made  and 
must  be  accompanied  by: 

(1)  a  petition  including  a  statement  of  facts  verified  by  the 
original  named  inventor  or  inventors  establishing  when  the 
ertor  without  deceptive  intention  was  discovered  and  how  it 
occurred; 

(2)  an  oath  or  declaration  by  each  actual  inventor  or 
inventors  as  required  by  §  1.63; 

(3)  the  fee  set  forth  in  §  1.17(h);  and 
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(4)  the  written  consent  of  any  assignee.  When  the  applica- 
tion is  involved  in  an  interference,  the  petition  shall  comply 
with  the  requirements  of  this  section  and  shall  be  accompanied 
by  a  motion  under  §  1.634. 

(b)  If  the  correct  inventors  are  named  in  the  nonprovisional 
application  when  filed  and  the  prosecution  of  the  application 
results  in  the  amendment  or  cancellation  of  claims  so  that  less 
than  all  of  the  originally  named  inventors  are  the  actual 
inventors  of  the  invention  being  claimed  in  the  application,  an 
amendment  shall  be  filed  deleting  the  names  of  the  person  or 
persons  who  are  not  inventors  of  the  invention  being  claimed. 
The  amendment  must  be  diligently  made  and  shall  be  accom- 
panied by: 

(1)  A  petition  including  a  statement  identifying  each  named 
inventor  who  is  being  deleted  and  acknowledging  that  the 
inventor's  invention  is  no  longer  being  claimed  in  the  appli- 
cation; and 

(2)  The  fee  set  forth  in  §  1.17(h). 

(c)  If  a  nonprovisional  application  discloses  unclaimed 
subject  matter  by  an  inventor  or  inventors  not  named  in  the 
application,  the  application  may  be  amended  pursuant  to 
paragraph  (a)  of  this  section  to  add  claims  to  the  subject  matter 
and  name  the  correct  inventors  for  the  application. 

(d)  If  the  name  or  names  of  an  inventor  or  inventors  were 
omitted  in  a  provisional  application  through  error  without  any 
deceptive  intention  on  the  part  of  the  actual  inventor  or 
inventors,  the  provisional  application  may  be  amended  to  add 
the  name  or  names  of  the  actual  inventor  or  inventors.  Such 
amendment  must  be  accompanied  by: 

(1)  a  petition  including  a  statement  that  the  error  occurred 
without  deceptive  intention  on  the  part  of  the  actual  inventor  or 
inventors,  which  statement  must  be  a  verified  statement  if 
made  by  a  person  not  registered  to  practice  before  the  Patent 
and  Trademark  Office;  and 

(2)  the  fee  set  forth  in  §  1.1 7(q). 

(e)  If  a  person  or  persons  were  named  as  an  inventor  or 
inventors  in  a  provisional  application  through  error  without 
any  deceptive  intention,  an  amendment  may  be  filed  in  the 
provisional  application  deleting  the  name  or  names  of  the 
person  or  persons  who  were  erroneously  named.  Such  amend- 
ment must  be  accompanied  by: 

(1)  a  petition  including  a  statement  of  facts  verified  by  the 
person  or  persons  whose  name  or  names  are  being  deleted 
establishing  that  the  error  occurred  without  deceptive  inten- 
tion; 

(2)  the  fee  set  forth  in  §  1.17(q);  and 

(3)  the  written  consent  of  any  assignee. 

12.  Section  §  1.51  is  amended  by  revising  paragraphs  (a) 
and  (b)  to  read  as  follows: 

§  1.51  General  requisites  of  an  application. 

(a)  Applications  for  patents  must  be  made  to  the  Commis- 
sioner of  Patents  and  Trademarks. 

(1)  A  complete  application  filed  under  §  1.53(b)(1)  com- 
prises: 

(i)  A  specification,  including  a  claim  or  claims,  see  §  1.71  to 
§  1.77; 
(ii)  An  oath  or  declaration,  see  §  1.63  and  §  1.68; 
(iii)  Drawings,  when  necessary,  see  §1.81  to  §  1.85;  and 
(iv)  The  prescribed  filing  fee,  see  §  1.16. 

(2)  A  complete  provisional  application  filed  under  § 
1.53(b)(2)  comprises: 

(i)  A  cover  sheet  identifying: 

(A)  The  application  as  a  provisional  application, 

(B)  The  name  or  names  of  the  inventor  or  inventors,  (see  § 
1.41), 

(C)  The  residence  of  each  named  inventor, 

(D)  The  title  of  the  invention, 

(E)  The  name  and  registration  number  of  the  attorney  or 
agent  (if  applicable), 

(F)  The  docket  number  used  by  the  person  filing  the 
application  to  identify  the  application  (if  applicable), 

(G)  The  correspondence  address,  and 

(I)  The  name  of  the  U.S.  Government  agency  and  Govern- 
ment contract  number  (if  the  invention  was  made  by  an  agency 
of  the  U.S.  Government  or  under  a  contract  with  an  agency  of 
the  U.S.  Government); 

(ii)  A  specification  as  prescribed  by  35  U.S.C.  112,  first 
paragraph,  see  §  1.71; 

(iii)  Drawings,  when  necessary,  see  §§  1.81  to  1.85;  and 

(iv)  The  prescribed  filing  fee,  see  §  1.16. 


(b)  Applicants  are  encouraged  to  file  an  information  disclo- 
sure statement  in  nonprovisional  applications.  See  §  1.97  and 
§  1.98.  No  information  disclosure  statement  may  be  filed  in  a 
provisional  application. 


13.  Section  §  1.53  paragraphs  (a)-(e)  are  revised  to  read  as 
follows: 

§  1.53  Application  number,  filing  date,  and  completion  of 
application. 

(a)  Any  application  for  a  patent  received  in  the  Patent  and 
Trademark  Office  will  be  assigned  an  application  number  for 
identification  purposes. 

(b)(1)  The  filing  date  of  an  application  for  patent  filed  under 
this  section,  except  for  a  provisional  application,  is  the  date  on 
which:  a  specification  containing  a  description  pursuant  to  § 
1.71  and  at  least  one  claim  pursuant  to  §  1 .75;  and  any  drawing 
required  by  §  1.81(a),  are  filed  in  the  Patent  and  Trademark 
Office  in  the  name  of  the  actual  inventor  or  inventors  as 
required  by  §  1 .4 1 .  No  new  matter  may  be  introduced  into  an 
application  after  its  filing  date  (§  1.118).  If  all  the  names  of  the 
actual  inventor  or  inventors  are  not  supplied  when  the  speci- 
fication and  any  required  drawing  are  filed,  the  application  will 
not  be  given  a  filing  date  earlier  than  the  date  upon  which  the 
names  are  supplied  unless  a  petition  with  the  fee  set  forth  in  § 
1.1 7(i)  is  filed  which  sets  forth  the  reasons  the  delay  in 
supplying  the  names  should  be  excused.  A  continuation  or 
divisional  application  (filed  under  the  conditions  specified  in 
35  U.S.C.  §§  120  or  121  and  §  1.78(a))  may  be  filed  under  this 
section,  §  1.60  or  §  1.62.  A  continuation-in-part  application 
may  be  filed  under  this  section  or  §  1.62. 

(2)  The  filing  date  of  a  provisional  application  is  the  date  on 
which:  a  specification  as  prescribed  by  35  U.S.C.  112,  first 
paragraph;  and  any  drawing  required  by  §  1.81(a),  are  filed  in 
the  Patent  and  Trademark  Office  in  the  name  of  the  actual 
inventor  or  inventors  as  required  by  §  1.41.  No  amendment, 
other  than  to  make  the  provisional  application  comply  with  all 
applicable  regulations,  may  be  made  to  the  provisional  appli- 
cation after  the  filing  date  of  the  provisional  application.  If  all 
the  names  of  the  actual  inventor  or  inventors  are  not  supplied 
when  the  specification  and  any  required  drawing  are  filed,  the 
provisional  application  will  not  be  given  a  filing  date  earlier 
than  the  date  upon  which  the  names  are  supplied  unless  a 
petition  with  the  fee  set  forth  in  §  1.17(q)  is  filed  which  sets 
forth  the  reasons  the  delay  in  supplying  the  names  should  be 
excused. 

(i)  A  provisional  application  must  also  include  a  cover  sheet 
identifying  the  application  as  a  provisional  application.  Other- 
wise, the  application  will  be  treated  as  an  application  filed 
under  §  1.53(b)(1). 

(ii)  An  application  for  patent  filed  under  §  1.53(b)(1)  may  be 
treated  as  a  provisional  application  and  be  accorded  the 
original  filing  date  provided  that  a  petition  requesting  the 
conversion,  with  the  fee  set  forth  in  §  1.1 7(q),  is  filed  prior  to 
the  earlier  of  the  abandonment  of  the  §  1.53(b)(1)  application, 
the  payment  of  the  issue  fee,  the  expiration  of  12  months  after 
the  filing  date  of  the  §  1.53(b)(1)  application,  or  the  filing  of  a 
request  for  a  statutory  invention  registration  under  §  1.293.  The 
grant  of  any  such  petition  will  not  entitle  applicant  to  a  refund 
of  the  fees  which  were  properly  paid  in  the  application  filed 
under  §  1.53(b)(1). 

(iii)  A  provisional  application  shall  not  be  entitled  to  the 
right  of  priority  under  §  1.55  or  35  U.S.C.  §§  119  or  365(a)  or 
to  the  benefit  of  an  earlier  filing  date  under  §  1 .78  or  35  U.S.C. 
§§  120,  121  or  365(c)  of  any  other  application.  No  claim  for 
priority  under  §  1.78(a)(3)  may  be  made  in  a  design  application 
based  on  a  provisional  application.  No  request  under  §  1.293 
for  a  statutory  invention  registration  may  be  filed  in  a  provi- 
sional application.  The  requirements  of  §  1.821-§  1.825 
regarding  application  disclosures  containing  nucleotide  and/or 
amino  acid  sequences  are  not  mandatory  for  provisional 
applications. 

(c)  If  any  application  is  filed  without  the  specification, 
drawing  or  name,  or  names,  of  the  actual  inventor  or  inventors 
required  by  paragraph  (b)(1)  or  (b)(2)  of  this  section,  applicant 
will  be  so  notified  and  given  a  time  period  within  which  to 
submit  the  omitted  specification,  drawing,  name,  or  names,  of 
the  actual  inventor,  or  inventors,  in  order  to  obtain  a  filing  date 
as  of  the  date  of  filing  of  such  submission.  A  copy  of  the 
"Notice  of  Incomplete  Application"  form  notifying  the  appli- 
cant should  accompany  any  response  thereto  submitted  to  the 
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Office.  If  the  omission  is  not  corrected  within  the  time  period 
set,  the  application  will  be  returned  or  otherwise  disposed  of; 
the  fee,  if  submitted,  will  be  refunded  less  the  handling  fee  set 
forth  in  §  1.21(n).  Any  request  for  review  of  a  refusal  to  accord 
an  application  a  fihng  date  must  be  by  way  of  a  petition 
accompanied  by  the  fee  set  forth  in  §  1.17(i),  if  the  application 
was  filed  under  §  1.53(b)(1),  or  by  the  fee  set  forth  in  §  1.1 7(q), 
if  the  application  was  filed  under  §  1.53(b)(2). 

(d)(1)  If  an  application  which  has  been  accorded  a  filing  date 
pursuant  to  paragraph  (b)(1)  of  this  section  does  not  include 
the  appropriate  filing  fee  or  an  oath  or  declaration  by  the 
applicant,  applicant  will  be  so  notified,  if  a  correspondence 
address  has  been  provided  and  given  a  period  of  time  within 
which  to  file  the  fee,  oath,  or  declaration  and  to  pay  the 
surcharge  as  set  forth  in  §  1.16(e)  in  order  to  prevent 
abandonment  of  the  appUcation.  A  copy  of  the  "Notice  to  File 
Missing  Parts"  form  mailed  to  applicant  should  accompany 
any  response  thereto  submitted  to  the  Office.  If  the  required 
fifing  fee  is  not  timely  paid,  or  if  the  processing  and  retention 
fee  set  forth  in  §  1.21(1)  is  not  paid  within  one  year  of  the  date 
of  mailing  of  the  notification  required  by  this  paragraph,  the 
application  will  be  disposed  of.  No  copies  will  be  provided  or 
certified  by  the  Office  of  an  application  which  has  been 
disposed  of  or  in  which  neither  the  required  basic  filing  fee  nor 
the  processing  and  retention  fee  has  been  paid.  The  notification 
pursuant  to  this  paragraph  may  be  made  simultaneously  with 
any  notification  pursuant  to  paragraph  (c)  of  this  section.  If  no 
correspondence  address  is  included  in  the  application,  appli- 
cant has  two  months  from  the  filing  date  to  file  the  basic  filing 
fee,  oath  or  declaration  and  to  pay  the  surcharge  as  set  forth  in 
§  1.16(e)  in  order  to  prevent  abandonment  of  the  application; 
or,  if  no  basic  filing  fee  has  been  paid,  one  year  from  the  filing 
date  to  pay  the  processing  and  retention  fee  set  forth  in  § 
1.21(1)  to  prevent  disposal  of  the  appfication. 

(2)  If  a  provisional  application  which  has  been  accorded  a 
filing  date  pursuant  to  paragraph  (b)(2)  of  this  section  does  not 
include  the  appropriate  filing  fee  or  the  cover  sheet  required  by 
§  1.51(a)(2),  applicant  will  be  so  notified  if  a  correspondence 
address  has  been  provided  and  given  a  period  of  time  within 
which  to  file  the  fee,  cover  sheet  and  to  pay  the  surcharge  as  set 
forth  in  §  1.16(1)  in  order  to  prevent  abandonment  of  the 
application.  A  copy  of  the  "Notice  to  File  Missing  Parts"  form 
mailed  to  applicant  should  accompany  any  response  thereto 
submitted  to  the  Office.  If  the  required  filing  fee  is  not  timely 
paid,  the  application  will  be  disposed  of.  No  copies  will  be 
provided  or  certified  by  the  Office  of  an  application  which  has 
been  disposed  of  or  in  which  the  required  basic  filing  fee  has 
not  been  paid.  The  notification  pursuant  to  this  paragraph  may 
be  made  simultaneously  with  any  notification  pursuant  to 
paragraph  (c)  of  this  section.  If  no  correspondence  address  is 
included  in  the  application,  applicant  has  two  months  from  the 
fifing  date  to  file  the  basic  filing  fee,  cover  sheet  and  to  pay  the 
surcharge  as  set  forth  in  §  1.16(1)  in  order  to  prevent  abandon- 
ment of  the  application. 

(e)(1)  An  application  for  a  patent  filed  under  paragraph 
(b)(1)  of  this  section  will  not  be  placed  upon  the  files  for 
examination  until  all  its  required  parts,  complying  with  the 
rules  relating  thereto,  are  received,  except  that  certain  minor 
informalities  may  be  waived  subject  to  subsequent  correction 
whenever  required. 

(2)  A  provisional  application  for  a  patent  filed  under 
paragraph  (b)(2)  of  this  section  will  not  be  placed  upon  the 
files  for  examination  and  will  become  abandoned  no  later  than 
twelve  months  after  its  fifing  date  pursuant  to  35  U.S.C. 
111(b)(1). 


14.  Section  §  1.55  is  revised  to  read  as  follows: 

§  1.55  Claim  for  foreign  priority. 

(a)  An  applicant  in  a  nonprovisional  appfication  may  claim 
the  Ijenefit  of  the  filing  date  of  one  or  more  prior  foreign 
applications  under  the  conditions  specified  in  35  U.S.C. 
119(a)-(d)  and  172.  The  claim  to  priority  need  be  in  no  special 
form  and  may  be  made  by  the  attorney  or  agent  if  the  foreign 
application  is  referred  to  in  the  oath  or  declaration  as  required 
by  §  1.63.  The  claim  for  priority  and  the  certified  copy  of  the 
foreign  application  specified  in  35  U.S.C.  119(b)  must  be  filed 
in  the  case  of  an  interference  (  §  1.630),  when  necessary  to 
overcome  the  date  of  a  reference  relied  upon  by  the  examiner, 
when  specifically  required  by  the  examiner,  and  in  all  other 
cases,  before  the  patent  is  granted.  If  the  claim  for  priority  or 


the  certified  copy  of  the  foreign  appfication  is  filed  after  the 
date  the  issue  fee  is  paid,  it  must  be  accompanied  by  a  petition 
requesting  entry  and  by  the  fee  set  forth  in  §  l.l7(i).  If  the 
certified  copy  filed  is  not  in  the  EngUsh  language,  a  translation 
need  not  be  filed  except  in  the  case  of  interference;  or  when 
necessary  to  overcome  the  date  of  a  reference  relied  upon  by 
the  examiner;  or  when  specifically  required  by  the  examiner,  in 
which  event  an  Engfish  language  translation  must  be  filed 
together  with  a  statement  that  the  translation  of  the  certified 
copy  is  accurate.  The  statement  must  be  a  verified  statement  if 
made  by  a  person  not  registered  to  practice  before  the  Patent 
and  Trademark  Office. 

(b)  An  appficant  in  a  nonprovisional  application  may  under 
certain  circumstances  claim  priority  on  the  basis  of  one  or 
more  applications  for  an  inventor's  certificate  in  a  country 
granting  both  inventor's  certificates  and  patents.  To  claim  the 
right  of  priority  on  the  basis  of  an  application  for  an  inventor's 
certificate  in  such  a  country  under  35  U.S.C.  119(d),  the 
applicant  when  submitting  a  claim  for  such  right  as  specified  in 
paragraph  (a)  of  this  section,  shall  include  an  affidavit  or 
declaration.  The  affidavit  or  declaration  must  include  a  specific 
statement  that,  upon  an  investigation,  he  or  she  is  satisfied  that 
to  the  best  of  his  or  her  knowledge,  the  applicant,  when  filing 
the  application  for  the  inventor's  certificate,  had  the  option  to 
file  an  appfication  for  either  a  patent  or  an  inventor's  certificate 
as  to  the  subject  matter  of  the  identified  claim  or  claims 
forming  the  basis  for  the  claim  of  priority. 

15.  Section  1.59  is  revised  to  read  as  follows: 

§  1.59  Papers  of  application  with  filing  date  not  to  be 
returned. 

Papers  in  an  appUcation  which  has  received  a  fifing  date 
pursuant  to  §  1.53  will  not  be  returned  for  any  purpose 
whatever.  If  appficants  have  not  preserved  copies  of  the  papers, 
the  Office  will  furnish  copies  at  the  usual  cost  of  any 
application  in  which  either  the  required  basic  filing  fee  (  § 
1.16)  or,  if  the  application  was  filed  under  §  1.53(b)(1),  the 
processing  and  retention  fee  (  §  1.21(1))  has  been  paid.  See  § 
1.618  for  return  of  unauthorized  and  improper  papers  in 
interferences. 

16.  Section  §  1.60  is  amended  by  revising  paragraph  (b)  to 
read  as  foUows: 

§  1.60  Continuation  or  divisional  application  for  invention 
disclosed  in  a  prior  nonprovisional  application. 

(b)  An  applicant  may  omit  signing  of  the  oath  or  declaration 
in  a  continuation  or  division^  appfication  (filed  under  the 
conditions  specified  in  35  U.S.C.  120  or  121  and  §  1.78(a))  if: 

(1)  the  prior  appfication  was  a  nonprovisional  application 
and  a  complete  application  as  set  forth  in  §  1.51(a)(1); 

(2)  applicant  indicates  that  the  application  is  being  filed 
pursuant  to  this  section  and  files  a  true  copy  of  the  prior 
complete  application  as  filed  including  the  specification  (with 
claims),  drawings,  oath  or  declaration  showing  the  signature  or 
an  indication  it  was  signed,  and  any  amendments  referred  to  in 
the  oath  or  declaration  filed  to  complete  the  prior  appfication; 

(3)  the  inventors  named  in  the  continuation  or  divisional 
application  are  the  same  or  less  than  aU  the  inventors  named  in 
the  prior  application;  and 

(4)  the  application  is  filed  before  the  patenting,  or  abandon- 
ment of,  or  termination  of  proceedings  on  the  prior  appfication. 
The  copy  of  the  prior  appfication  must  be  accompaiued  by  a 
statement  that  the  appfication  papers  filed  are  a  true  copy  of  the 
prior  complete  application.  Such  statement  must  be  by  the 
appficant  or  applicant's  attorney  or  agent  and  must  be  a 
verified  statement  if  made  by  a  person  not  registered  to 
practice  before  the  Patent  and  Trademark  Office.  Only  amend- 
ments reducing  the  number  of  claims  or  adding  a  reference  to 
the  prior  application  (§  1.78(a))  will  be  entered  before  calcu- 
lating the  filing  fee  and  granting  the  filing  date.  If  the 
continuation  or  divisional  application  is  filed  by  less  than  all 
the  inventors  named  in  the  prior  appfication,  a  statement  must 
accompany  the  appfication  when  filed  requesting  deletion  of 
the  names  of  the  person  or  persons  who  are  not  inventors  of  the 
invention  being  claimed  in  the  continuation  or  divisional 
application.  Except  as  provided  in  paragraph  (d)  of  this 
section,  if  a  true  copy  of  the  prior  application  as  filed  is  not 
filed  with  the  application  or  if  the  statement  that  the  application 
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papers  are  a  true  copy  is  omitted,  the  application  will  not  be 
given  a  filing  date  earlier  than  the  date  upon  which  the  copy 
and  statement  are  filed,  unless  a  petition  with  the  fee  set  forth 
in  §  1.17(i)  is  filed  which  satisfactorily  explains  the  delay  in 
filing  these  items. 

:(:    :^    :^    :4;    :^ 

17.  Section  §  1.62  is  amended  by  revising  paragraphs  (a) 
and  (e)  to  read  as  follows: 

§  1.62  File  wrapper  continuing  procedure. 

(a)  A  continuation,  continuation-in-part,  or  divisional  appli- 
cation, which  uses  the  specification,  drawings  and  oath  or 
declaration  from  a  prior  nonprovisional  application  which  is 
complete  as  defined  by  §  1.51(a)(1),  and  which  is  to  be 
abandoned,  may  be  filed  under  this  section  before  the  payment 
of  the  issue  fee,  abandonment  of,  or  termination  of  proceedings 
on  the  prior  application,  or  after  payment  of  the  issue  fee  if  a 
petition  under  §  1.313(b)(5)  is  granted  in  the  prior  application. 
The  fifing  date  of  an  application  filed  under  this  section  is  the 
date  on  which  a  request  is  filed  for  an  application  under  this 
section  including  identification  of  the  application  number  and 
the  names  of  the  inventors  named  in  the  prior  complete 
application.  If  the  continuation,  continuation-in-part,  or  divi- 
sional application  is  filed  by  less  than  all  the  inventors  named 
in  the  prior  application  a  statement  must  accompany  the 
application  when  filed  requesting  deletion  of  the  names  of  the 
person  or  persons  who  are  not  inventors  of  the  invention  being 
claimed  in  the  continuation,  continuation-in-part,  or  divisional 
application. 

(e)  An  application  filed  under  this  section  will  utilize  the  file 
wrapper  and  contents  of  the  prior  application  to  constitute  the 
new  continuation,  continuation-in-part,  or  divisional  applica- 
tion but  will  be  assigned  a  new  application  number.  Changes  to 
the  prior  application  must  be  made  in  the  form  of  an  amend- 
ment to  the  prior  application  as  it  exists  at  the  time  of  filing  the 
application  under  this  section.  No  copy  of  the  prior  application 
or  new  specification  is  required.  The  filing  of  such  a  copy  or 
specification  will  be  considered  improper,  and  a  filing  date  as 
of  the  date  of  deposit  of  the  request  for  an  application  under 
this  section  will  not  be  granted  to  the  application  unless  a 
petition  with  the  fee  set  forth  in  §  1.17(i)  is  filed  with 
instructions  to  cancel  the  copy  or  specification. 

18.  Section  §  1.63  is  amended  by  revising  paragraph  (a)  to 
read  as  follows: 

§  1.63  Oath  or  declaration. 

(a)  An  oath  or  declaration  filed  under  §  1.51(a)(l)(ii)  as  a 
part  of  a  nonprovisional  application  must: 

(1)  Be  executed  in  accordance  with  either  §  1.66  or  §  1.68; 

(2)  Identify  the  specification  to  which  it  is  directed; 

(3)  Identify  each  inventor  and  the  residence  and  country  of 
citizenship  of  each  inventor;  and 

(4)  State  whether  the  inventor  is  a  sole  or  joint  inventor  of 
the  invention  claimed. 

19.  Section  §  1.67  is  amended  by  revising  paragraph  (b)  to 
read  as  follows: 

§  1.67  Supplemental  oath  or  declaration. 

***** 

(b)  A  supplemental  oath  or  declaration  meeting  the  require- 
ments of  §  1.63  must  be  filed  when  a  claim  is  presented  for 
matter  originally  shown  or  described  but  not  substantially 
embraced  in  the  statement  of  invention  or  claims  originally 
presented  or  when  an  oath  or  declaration  submitted  in  accor- 
dance with  §  1.53(d)(1)  after  the  filing  of  the  specification  and 
any  required  drawings  specifically  and  improperly  refers  to  an 
amendment  which  includes  new  matter.  No  new  matter  may  be 
introduced  into  a  nonprovisional  application  after  its  filing  date 


even  if  a  supplemental  oath  or  declaration  is  filed.  In  proper 
cases,  the  oath  or  declaration  here  required  may  be  made  on 
information  and  belief  by  an  applicant  other  than  inventor. 


20.  Section  §  1.78  is  amended  by  revising  paragraphs  (a)(1) 
and  (a)(2)  and  by  adding  new  paragraphs  (a)(3)  and  (a)(4)  to 
read  as  follows: 

§  1.78  Claiming  benefit  of  earlier  filing  date  and  cross- 
references  to  other  applications. 

(a)(1)  A  nonprovisional  application  may  claim  an  invention 
disclosed  in  one  or  more  prior  filed  copending  nonprovisional 
applications  or  international  applications  designating  the 
United  States  of  America.  In  order  for  a  nonprovisional 
application  to  claim  the  benefit  of  a  prior  filed  copending 
nonprovisional  application  or  international  application  desig- 
nating the  United  States  of  America,  each  prior  application 
must  name  as  an  inventor  at  least  one  inventor  named  in  the 
later  filed  nonprovisional  application  and  disclose  the  named 
inventor's  invention  claimed  in  at  least  one  claim  of  the  later 
filed  nonprovisional  application  in  the  manner  provided  by  the 
first  paragraph  of  35  U.S.C.  112.  In  addition,  each  prior 
application  must  be: 

(i)  complete  as  set  forth  in  §  1.51(a)(1);  or 

(ii)  entitled  to  a  filing  date  as  set  forth  in  §  1.53(b)(1),  §  1.60 
or  §  1.62  and  include  the  basic  filing  fee  set  forth  in  §  1.16;  or 

(iii)  entitled  to  a  filing  date  as  set  forth  in  §  1.53(b)(1)  and 
have  paid  therein  the  processing  and  retention  fee  set  forth  in 
§  1.21(1)  within  the  time  period  set  forth  in  §  1.53(d)(1). 

(2)  Any  nonprovisional  application  claiming  the  benefit  of 
one  or  more  prior  filed  copending  nonprovisional  applications 
or  international  applications  designating  the  United  States  of 
America  must  contain  or  be  amended  to  contain  in  the  first 
sentence  of  the  specification  following  the  title  a  reference  to 
each  such  prior  apphcation,  identifying  it  by  application 
number  (consisting  of  the  series  code  and  serial  number)  or 
international  application  number  and  international  filing  date 
and  indicating  the  relationship  of  the  applications.  Cross- 
references  to  other  related  applications  may  be  made  when 
appropriate.  (See  1.14(b)). 

(3)  A  nonprovisional  application  other  than  for  a  design 
patent  may  claim  an  invention  disclosed  in  one  or  more  prior 
filed  copending  provisional  applications.  Since  a  provisional 
application  can  be  pending  for  no  more  than  twelve  months, 
the  last  day  of  pendency  may  occur  on  a  Saturday,  Sunday,  or 
Federal  holiday  within  the  District  of  Columbia  which  for 
copendency  would  require  the  nonprovisional  application  to  be 
filed  prior  to  the  Saturday,  Sunday,  or  Federal  holiday.  In  order 
for  a  nonprovisional  application  to  claim  the  benefit  of  one  or 
more  prior  filed  copending  provisional  applications,  each  prior 
provisional  application  must  name  as  an  inventor  at  least  one 
inventor  named  in  the  later  filed  nonprovisional  application 
and  disclose  the  named  inventor's  invention  claimed  in  at  least 
one  claim  of  the  later  filed  nonprovisional  application  in  the 
manner  provided  by  the  first  paragraph  of  35  U.S.C.  112.  In 
addition,  each  prior  provisional  application  must  be: 

(i)  complete  as  set  forth  in  §  1.51(a)(2);  or 
(ii)  entitled  to  a  fifing  date  as  set  forth  in  §  1.53(b)(2)  and 
include  the  basic  filing  fee  set  forth  in  §  1.1 6(k). 

(4)  Any  nonprovisional  application  claiming  the  benefit  of 
one  or  more  prior  filed  copending  provisional  applications 
must  contain  or  be  amended  to  contain  in  the  first  sentence  of 
the  specification  following  the  title  a  reference  to  each  such 
prior  provisional  application,  identifying  it  as  a  provisional 
application,  and  including  the  provisional  application  number 
(consisting  of  series  code  and  serial  number). 

:t:    ::»:    :ic    5|c    ^c 

21.  Section  §  1.83  is  amended  by  revising  paragraphs  (a) 
and  (c)  to  read  as  follows: 

§  1.83  Content  of  drawing. 

(a)  The  drawing  in  a  nonprovisional  application  must  show 
every  feature  of  the  invention  specified  in  the  claims.  However, 
conventional  features  disclosed  in  the  description  and  claims, 
where  their  detailed  illustration  is  not  essential  for  a  proper 
understanding  of  the  invention,  should  be  illustrated  in  the 
drawing  in  the  form  of  a  graphical  drawing  symbol  or  a  labeled 
representation  (e.g.,  a  labeled  rectangular  box). 
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(c)  Where  the  drawings  in  a  nonprovisional  application  do 
not  comply  with  the  requirements  of  paragraphs  (a)  and  (b)  of 
this  section,  the  examiner  shall  require  such  additional  illus- 
tration within  a  time  period  of  not  less  than  two  months  from 
the  date  of  the  sending  of  a  notice  thereof.  Such  corrections  are 
subject  to  the  requirements  of  1.81(d). 

22.  Section  §  1 .97  is  amended  by  revising  paragraph  (d)  to 
read  as  follows: 

§  1.97  Filing  of  information  disclosure  statement. 

(d)  An  information  disclosure  statement  shall  be  considered 
by  the  Ofi&ce  if  filed  after  the  mailing  date  of  either  a  final 
action  under  §  1.113  or  a  notice  of  allowance  under  §  1.311, 
whichever  occurs  first,  but  before  payment  of  the  issue  fee, 
provided  the  statement  is  accompanied  by: 

(1)  A  certification  as  specified  in  paragraph  (e)  of  this 
section; 

(2)  A  petition  requesting  consideration  of  the  information 
disclosure  statement;  and 

(3)  The  petition  fee  set  forth  in  §  1.17(i). 

23.  Section  §  1.101  is  amended  by  revising  paragraph  (a)  to 
read  as  follows: 

§  1.101  Order  of  examination. 

(a)  Nonprovisional  applications  filed  in  the  Patent  and 
Trademark  Office  and  accepted  as  complete  appUcations  are 
assigned  for  examination  to  the  respective  examining  groups 
having  the  classes  of  inventions  to  which  the  applications 
relate.  Nonprovisional  applications  shall  be  taken  up  for 
examination  by  the  examiner  to  whom  they  have  been  assigned 
in  the  order  in  which  they  have  been  filed  except  for  those 
applications  in  which  examination  has  been  advanced  pursuant 
to  §  1.102.  See  §  1.496  for  order  of  examination  of  interna- 
tional apphcations  in  the  national  stage. 

24.  Section  §  1.102  is  amended  by  revising  paragraph  (d)  to 
read  as  follows: 

§  1.102  Advancement  of  examination. 

(d)  A  petition  to  make  an  application  special  on  grounds 
other  than  those  referred  to  in  paragraph  (c)  of  this  section 
must  be  accompanied  by  the  petition  fee  set  forth  in  §  1.17(i). 

25.  Section  §  1.103  is  amended  by  revising  paragraph  (a)  to 
read  as  follows: 

§  1.103  Suspension  of  action. 

(a)  Suspension  of  action  by  the  Office  will  be  granted  for 
good  and  sufficient  cause  and  for  a  reasonable  time  specified 
upon  petition  by  the  applicant  and,  if  such  cause  is  not  the  fault 
of  the  Office,  the  payment  of  the  fee  set  forth  in  §  1.17(i). 
Action  will  not  be  suspended  when  a  response  by  the  applicant 
to  an  Office  action  is  required. 

26.  A  new,  undesignated  center  heading  and  new  section  § 
1.29  are  added  to  Subpart  B  -  National  Processing  Provisions 
to  read  as  follows: 

Transitional  Provisions 

§   1.29  Transitional  procedures  for  limited  examination 
after  final  rejection  and  restriction  practice. 

(a)  An  applicant  in  an  apphcation,  other  than  for  reissue  or 
a  design  patent,  that  has  been  pending  for  at  least  two  years  as 
of  June  8,  1995,  taking  into  account  any  reference  made  in 


such  application  to  any  earlier  filed  application  under  35 
U.S.C.  120,  121  and  365(c),  is  entitled  to  have  a  first 
submission  entered  and  considered  on  the  merits  after  final 
rejection  under  the  following  circumstances:  The  Office  will 
consider  such  a  submission,  if  the  first  submission  and  the  fee 
set  forth  in  §  1.1 7(r)  are  filed  prior  to  the  filing  of  an  appeal 
brief  and  prior  to  abandonment  of  the  application.  The  finality 
of  the  final  rejection  is  automatically  withdrawn  upon  the 
timely  filing  of  the  submission  and  payment  of  the  fee  set  forth 
in  §  1.17(r).  If  a  subsequent  final  rejection  is  made  in  the 
application,  applicant  is  entitled  to  have  a  second  submission 
entered  and  considered  on  the  merits  after  the  subsequent  final 
rejection  under  the  following  circumstances:  The  Office  will 
consider  such  a  submission,  if  the  second  submission  and  a 
second  fee  set  forth  in  §  1.1 7(r)  are  filed  prior  to  the  fifing  of 
an  appeal  brief  and  prior  to  abandonment  of  the  application. 
The  finality  of  the  subsequent  final  rejection  is  automatically 
withdrawn  upon  the  timely  filing  of  the  submission  and 
payment  of  the  second  fee  set  forth  in  §  1.17(r).  Any 
submission  filed  after  a  final  rejection  made  in  an  application 
subsequent  to  the  fee  set  forth  in  §  1.1 7(r)  having  been  twice 
paid  will  be  treated  as  set  forth  in§  1 . 1 16.  A  submission  as  used 
in  this  paragraph  includes,  but  is  not  limited  to,  an  information 
disclosure  statement,  an  amendment  to  the  written  description, 
claims  or  drawings  and  a  new  substantive  argument  or  new 
evidence  in  support  of  patentability. 

(b)(1)  In  an  apphcation,  other  than  for  reissue  or  a  design 
patent,  that  has  been  pending  for  at  least  three  years  as  of  June 
8,  1995,  taking  into  account  any  reference  made  in  the 
application  to  any  earlier  filed  application  under  35  U.S.C. 
120,  121  and  365(c),  no  requirement  for  restriction  or  for  the 
filing  of  divisional  apphcations  shall  be  made  or  maintained  in 
the  application  after  June  8,  1995,  except  where: 

(i)  the  requirement  was  first  made  in  the  application  or  any 
earlier  filed  application  under  35  U.S.C.  120,  121  and  365(c) 
prior  to  April  8,  1995; 

(ii)  the  examiner  has  not  made  a  requirement  for  restriction 
in  the  present  or  parent  application  prior  to  April  8,  1995,  due 
to  actions  by  the  appUcant;  or 

(iii)  the  required  fee  for  examination  of  each  additional 
invention  was  not  paid. 

(2)  If  the  apphcation  contains  more  than  one  independent 
and  distinct  invention  and  a  requirement  for  restriction  or  for 
the  filing  of  divisional  applications  cannot  be  made  or  main- 
tained pursuant  to  this  paragraph,  applicant  will  be  so  notified 
and  given  a  time  period  to: 

(i)  elect  the  invention  or  inventions  to  be  searched  and 
examined,  if  no  election  has  been  made  prior  to  the  notice,  and 
pay  the  fee  set  forth  in  §  1.1 7(s)  for  each  independent  and 
distinct  invention  claimed  in  the  application  in  excess  of  one 
which  applicant  elects; 

(ii)  confirm  an  election  made  prior  to  the  notice  and  pay  the 
fee  set  forth  in  §  1.17(s)  for  each  independent  and  distinct 
invention  claimed  in  the  application  in  addition  to  the  one 
invention  which  appUcant  previously  elected;  or 

(iii)  file  a  petition  under  this  section  traversing  the  require- 
ment. If  the  required  petition  is  filed  in  a  timely  manner,  the 
original  time  period  for  electing  and  paying  the  fee  set  forth  in 
§  1.17(s)  will  be  deferred  and  any  decision  on  the  petition 
affirming  or  modifying  the  requirement  will  set  a  new  time 
period  to  elect  the  invention  or  inventions  to  be  searched  and 
examined  and  to  pay  the  fee  set  forth  in  §  1.17(s)  for  each 
independent  and  distinct  invention  claimed  in  the  application 
in  excess  of  one  which  applicant  elects. 

(3)  The  additional  inventions  for  which  the  required  fee  has 
not  been  paid  will  be  withdrawn  from  consideration  under  § 
1.142(b).  An  applicant  who  desires  examination  of  an  inven- 
tion so  withdrawn  from  consideration  can  file  a  divisional 
application  under  35  U.S.C.  121. 

(c)  The  provisions  of  this  section  shall  not  be  applicable  to 
any  apphcation  filed  after  June  8,  1995. 

27.  Section  §  1.137  is  amended  by  revising  paragraph  (c)  to 
read  as  follows: 

§  1.137  Revival  of  abandoned  application. 

^fc    :(:     :}c    ^    :}; 

(c)  In  all  applications  filed  before  June  8,  1995,  and  in  all 
design  applications  filed  on  or  after  June  8,  1995,  any  petition 
pursuant  to  paragraph  (a)  of  this  section  not  filed  within  six 
months  of  the  date  of  abandonment  of  the  application,  must  be 
accompanied  by  a  terminal  disclaimer  with  fee  under  §  1.321 
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dedicating  to  the  public  a  terminal  part  of  the  term  of  any 
patent  granted  thereon  equivalent  to  the  period  of  abandon- 
ment of  the  application.  The  terminal  disclaimer  must  also 
apply  to  any  patent  granted  on  any  continuing  application 
entitled  under  35  U.S.C.  120  to  the  benefit  of  the  filing  date  of 
the  application  for  which  revival  is  sought. 


28.  Section  §  1.139  is  added  to  read  as  follows: 
§  1.139  Revival  of  provisional  application. 

(a)  A  provisional  application  which  has  been  accorded  a 
filing  date  and  abandoned  for  failure  to  timely  respond  to  an 
Office  requirement  may  be  revived  so  as  to  be  pending  for  a 
period  of  no  longer  than  twelve  months  from  its  filing  date  if 
it  is  shown  to  the  satisfaction  of  the  Commissioner  that  the 
delay  was  unavoidable.  Under  no  circumstances  will  the 
provisional  application  be  pending  after  twelve  months  from 
its  filing  date.  A  petition  to  revive  an  abandoned  provisional 
application  must  be  promptly  filed  after  the  applicant  is 
notified  of,  or  otherwise  becomes  aware  of,  the  abandonment, 
and  must  be  accompanied  by: 

(1)  the  required  response  unless  it  has  been  previously  filed; 

(2)  the  petition  fee  as  set  forth  in  §  1.17(1);  and 

(3)  a  showing  that  the  delay  was  unavoidable.  The  showing 
must  be  a  verified  showing  if  made  by  a  person  not  registered 
to  practice  before  the  Patent  and  Trademark  Office. 

(b)  A  provisional  application  which  has  been  accorded  a 
filing  date  and  abandoned  for  failure  to  timely  respond  to  an 
Office  requirement  may  be  revived  so  as  to  be  pending  for  a 
period  of  no  longer  than  twelve  months  from  its  filing  date  if 
the  delay  was  unintentional.  Under  no  circumstances  will  the 
provisional  application  be  pending  after  twelve  months  from 
its  filing  date.  A  petition  to  revive  an  abandoned  provisional 
application  must  be: 

( 1 )  accompanied  by  the  required  response  unless  it  has  been 
previously  filed; 

(2)  accompanied  by  the  petition  fee  as  set  forth  in  §  1.17(m); 

(3)  accompanied  by  a  statement  that  the  delay  was  uninten- 
tional. The  statement  must  be  a  verified  statement  if  made  by 
a  person  not  registered  to  practice  before  the  Patent  and 
Trademark  Office.  The  Commissioner  may  require  additional 
information  where  there  is  a  question  whether  the  delay  was 
unintentional;  and 

(4)  filed  either: 

(i)  within  one  year  of  the  date  on  which  the  provisional 
application  became  abandoned;  or 

(ii)  within  three  months  of  the  date  of  the  first  decision  on  a 
petition  to  revive  under  paragraph  (a)  of  this  section  which  was 
filed  within  one  year  of  the  date  on  which  the  provisional 
application  became  abandoned. 

(c)  Any  request  for  reconsideration  or  review  of  a  decision 
refusing  to  revive  a  provisional  application  upon  petition  filed 
pursuant  to  paragraphs  (a)  or  (b)  of  this  section,  to  be 
considered  timely,  must  be  filed  within  two  months  of  the 
decision  refusing  to  revive  or  within  such  time  as  set  in  the 
decision. 

(d)  The  time  periods  set  forth  in  this  section  cannot  be 
extended,  except  that  the  three-month  period  set  forth  in 
paragraph  (b)(4)(ii)  of  this  section  and  the  time  period  set  forth 
in  paragraph  (c)  of  this  section  may  be  extended  under  the 
provisions  of  §  1.136. 

29.  Section  §  1.177  is  revised  to  read  as  follows: 

§  1.177  Reissue  in  divisions. 

The  Commissioner  may,  in  his  or  her  discretion,  cause 
several  patents  to  be  issued  for  distinct  and  separate  parts  of 
the  thing  patented,  upon  demand  of  the  applicant,  and  upon 
payment  of  the  required  fee  for  each  division.  Each  division  of 
a  reissue  constitutes  the  subject  of  a  separate  specification 
descriptive  of  the  part  or  parts  of  the  invention  claimed  in  such 
division;  and  the  drawing  may  represent  only  such  part  or 
parts,  subject  to  the  provisions  of  §  1.83  and  §  1.84.  On  filing 
divisional  reissue  applications,  they  shall  be  referred  to  the 
Commissioner.  Unless  otherwise  ordered  by  the  Commissioner 
upon  petition  and  payment  of  the  fee  set  forth  in  §  1.1 7(i),  all 
the  divisions  of  a  reissue  will  issue  simultaneously;  if  there  is 
any  controversy  as  to  one  division,  the  others  will  be  withheld 
from  issue  until  the  controversy  is  ended,  unless  the  Commis- 
sioner orders  otherwise. 


30.  Section  1.312  is  amended  by  revising  paragraph  (b)  to 
read  as  follows: 

§  1.312  Amendments  after  allowance. 

(b)  Any  amendment  pursuant  to  paragraph  (a)  of  this  section 
filed  after  the  date  the  issue  fee  is  paid  must  be  accompanied 
by  a  petition  including  the  fee  set  forth  in  §  1.1 7(i)  and  a 
showing  of  good  and  sufficient  reasons  why  the  amendment  is 
necessary  and  was  not  earlier  presented. 

31.  Section  §  1.313  is  amended  by  revising  paragraph  (a)  to 
read  as  follows: 

§  1.313  Withdrawal  from  issue. 

(a)  Applications  may  be  withdrawn  from  issue  for  further 
action  at  the  initiative  of  the  Office  or  upon  petition  by  the 
applicant.  Any  such  petition  by  the  applicant  must  include  a 
showing  of  good  and  sufficient  reasons  why  withdrawal  of  the 
application  is  necessary  and,  if  the  reason  for  the  withdrawal  is 
not  the  fault  of  the  Office,  must  be  accompanied  by  the  fee  set 
forth  in  §  1.17(i).  If  the  application  is  withdrawn  from  issue,  a 
new  notice  of  allowance  will  be  sent  if  the  application  is  again 
allowed.  Any  amendment  accompanying  a  petition  to  with- 
draw an  application  from  issue  must  comply  with  the  require- 
ments of  §  1.312. 

32.  Section  1.314  is  revised  to  read  as  follows: 

§  1.314  Issuance  of  patent. 

If  payment  of  the  issue  fee  is  timely  made,  the  patent  will 
issue  in  regular  course  unless  the  application  is  withdrawn 
from  issue  (§  1.313),  or  issuance  of  the  patent  is  deferred.  Any 
petition  by  the  applicant  requesting  a  deferral  of  the  issuance 
of  a  patent  must  be  accompanied  by  the  fee  set  forth  in  § 
1.1 7(i)  and  must  include  a  showing  of  good  and  sufficient 
reasons  why  it  is  necessary  to  defer  issuance  of  the  patent. 

33.  Section  §  1.316  is  amended  by  revising  paragraph  (d)  to 
read  as  follows: 

§  1.316  Application  abandoned  for  failure  to  pay  issue  fee. 

:4;    H^    H^     ^    :{: 

(d)  In  all  applications  filed  before  June  8,  1995,  any  petition 
pursuant  to  paragraph  (b)  of  this  section  not  filed  within  six 
months  of  the  date  of  abandonment  of  the  application,  must  be 
accompanied  by  a  terminal  disclaimer  with  fee  under  §  1.321 
dedicating  to  the  public  a  terminal  part  of  the  term  of  any 
patent  granted  thereon  equivalent  to  the  period  of  abandon- 
ment of  the  application.  The  terminal  disclaimer  must  also 
apply  to  any  patent  granted  on  any  continuing  application 
entitled  under  35  U.S.C.  120  to  the  benefit  of  the  filing  date  of 
the  application  for  which  revival  is  sought. 

34.  Section  §  1.317  is  amended  by  removing  and  reserving 
paragraph  (d): 

§  1.317  Lapsed  patents;  delayed  payment  of  balance  of 
issue  fee. 

(d)  [Reserved] 

:i^    lap    dfi    :>ip    :^ 

35.  Section  1.666  is  amended  by  revising  paragraph  (b)  to 
read  as  follows: 

§  1.666  Filing  of  interference  settlement  agreements. 
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(b)  If  any  party  filing  the  agreement  or  understanding  under 
paragraph  (a)  of  this  section  so  requests,  the  copy  will  be  kept 
separate  from  the  file  of  the  interference,  and  made  available 
only  to  Government  agencies  on  written  request,  or  to  any 
person  upon  petition  accompanied  by  the  fee  set  forth  in  § 
1.1 7(i)  and  on  a  showing  of  good  cause. 


36.  Section  §  1.701  is  added  to  Subpart  F  to  read  as  follows: 
§  1.701  Extension  of  patent  term  due  to  prosecution  delay. 

(a)  A  patent,  other  than  for  designs,  issued  on  an  apphcation 
filed  on  or  after  June  8,  1995,  is  entitled  to  extension  of  the 
patent  term  if  the  issuance  of  the  patent  was  delayed  due  to: 

(1)  interference  proceedings  under  35  U.S.C.  135(a);  and/or 

(2)  the  application  being  placed  under  a  secrecy  order  under 
35  U.S.C.  181;  and/or 

(3)  appellate  review  by  the  Board  of  Patent  Appeals  and 
Interferences  or  by  a  Federal  court  under  35  U.S.C.  141  or  145. 
if  the  patent  was  issued  pursuant  to  a  decision  reversing  an 
adverse  determination  of  patentability  and  if  the  patent  is  not 
subject  to  a  terminal  disclaimer  due  to  the  issuance  of  another 
patent  claiming  subject  matter  that  is  not  patentably  distinct 
from  that  under  appellate  review. 

(b)  The  term  of  a  patent  entitled  to  extension  under 
paragraph  (a)  of  this  section  shall  be  extended  for  the  sum  of 
the  periods  of  delay  calculated  under  paragraphs  (c)(1),  (c)(2), 
(c)(3)  and  (d)  of  this  section,  to  the  extent  that  these  periods  are 
not  overlapping,  up  to  a  maximum  of  five  years.  The  extension 
will  run  from  the  expiration  date  of  the  patent. 

(c)(1)  The  period  of  delay  under  paragraph  (a)(1)  of  this 
section  for  an  application  is  the  sum  of  the  following  periods, 
to  the  extent  that  the  periods  are  not  overlapping: 

(i)  with  respect  to  each  interference  in  which  the  apphcation 
was  involved,  the  number  of  days,  if  any,  in  the  period 
beginning  on  the  date  the  interference  was  declared  or  rede- 
clared  to  involve  the  application  in  the  interference  and  ending 
on  the  date  that  the  interference  was  terminated  with  respect  to 
the  application;  and 

(ii)  the  number  of  days,  if  any,  in  the  period  beginning  on  the 
date  prosecution  in  the  application  was  suspended  by  the 
Patent  and  Trademark  Office  due  to  interference  proceedings 
under  35  U.S.C.  135(a)  not  involving  the  apphcation  and 
ending  on  the  date  of  the  termination  of  the  suspension. 

(2)  The  period  of  delay  under  paragraph  (a)(2)  of  this  section 
for  an  application  is  the  sum  of  the  following  periods,  to  the 
extent  that  the  periods  are  not  overlapping: 

(i)  the  number  of  days,  if  any,  the  apphcation  was  main- 
tained in  a  sealed  condition  under  35  U.S.C.  181; 

(ii)  the  number  of  days,  if  any,  in  the  period  beginning  on  the 
date  of  mailing  of  an  examiner's  answer  under  §  1.193  in  the 
application  under  secrecy  order  and  ending  on  the  date  the 
secrecy  order  and  any  renewal  thereof  was  removed; 

(iii)  the  number  of  days,  if  any,  in  the  period  beginning  on 
the  date  applicant  was  notified  that  an  interference  would  be 
declared  but  for  the  secrecy  order  and  ending  on  the  date  the 
secrecy  order  and  any  renewal  thereof  was  removed;  and 

(iv)  the  number  of  days,  if  any,  in  the  period  beginning  on 
the  date  of  notification  under  5.3(c)  and  ending  on  the  date  of 
maihng  of  the  notice  of  allowance  under  1.311. 

(3)  The  period  of  delay  under  paragraph  (a)(3)  of  this  section 
is  the  sum  of  the  number  of  days,  if  any,  in  the  period 
beginning  on  the  date  on  which  an  appeal  to  the  Board  of 
Patent  Appeals  and  Interferences  was  filed  under  35  U.S.C. 
134  and  ending  on  the  date  of  a  final  decision  in  favor  of  the 
applicant  by  the  Board  of  Patent  Appeals  and  Interferences  or 
by  a  Federal  court  in  an  appeal  under  35  U.S.C.  141  or  a  civil 
action  under  35  U.S.C.  145. 

(d)  The  period  of  delay  set  forth  in  paragraph  (c)(3)  shall  be 
reduced  by: 

(1)  any  time  during  the  period  of  appellate  review  that 
occurred  before  three  years  from  the  fihng  date  of  the  first 
national  application  for  patent  presented  for  examination;  and 

(2)  any  time  during  the  period  of  appellate  review,  as 
determined  by  the  Commissioner,  during  which  the  applicant 
for  patent  did  not  act  with  due  diligence.  In  determining  the 
due  diligence  of  an  applicant,  the  Commissioner  may  examine 
the  facts  and  circumstances  of  the  applicant's  actions  during 
the  period  of  appellate  review  to  determine  whether  the 
applicant  exhibited  that  degree  of  timeliness  as  may  reasonably 
be  expected  from,  and  which  is  ordinarily  exercised  by,  a 
person  during  a  period  of  appellate  review. 


Part  3"  Assignment,  Recording,  and  Rights  of  Assignee 

37.  The  authority  citation  for  37  CFR  Part  3  continues  to 
read  as  follows: 

Authority:  15  U.S.C.  1123;  35  U.S.C.  6. 

38.  Section  3.21  is  revised  to  read  as  follows: 

§  3.21  Identification  of  patents  and  patent  applications. 

An  assignment  relating  to  a  patent  must  identify  the  patent 
by  the  patent  number.  An  assignment  relating  to  a  national 
patent  application  must  identify  the  national  patent  apphcation 
by  the  application  number  (consisting  of  the  series  code  and 
the  serial  number,  e.g.,  07/123,456).  An  assignment  relating  to 
an  international  patent  application  which  designates  the  United 
States  of  America  must  identify  the  international  application 
by  the  international  number  (e.g.,  PCT/US90/01234).  If  an 
assignment  of  a  patent  application  filed  under  §  1.53(b)(1)  or 
§  1.62  is  executed  concurrently  with,  or  subsequent  to,  the 
execution  of  the  patent  apphcation,  but  before  the  patent 
application  is  filed,  it  must  identify  the  patent  application  by  its 
date  of  execution,  name  of  each  inventor,  and  title  of  the 
invention  so  that  there  can  be  no  mistake  as  to  the  patent 
application  intended.  If  an  assignment  of  a  provisional  apph- 
cation is  executed  before  the  provisional  application  is  filed,  it 
must  identify  the  provisional  application  by  name  of  each 
inventor  and  title  of  the  invention  so  that  there  can  be  no 
mistake  as  to  the  provisional  application  intended. 

39.  Section  3.81  is  amended  by  revising  paragraph  (b)  to 
read  as  follows: 

§  3.81  Issue  of  patent  to  assignee. 

(b)  If  the  assignment  is  submitted  for  recording  after  the  date 
of  payment  of  the  issue  fee,  but  prior  to  issuance  of  the  patent, 
the  assignee  may  petition  that  the  patent  issue  to  the  assignee. 
Any  such  petition  must  be  accompanied  by  the  fee  set  forth  in 
§  1.1 7(i)  of  this  Chapter. 


April  17,  1995 


BRUCE  A.  LEHMAN 

Assistant  Secretary  of  Commerce  and 

Commissioner  of  Patents  and 

Trademarks 
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(145)  Amendments  Permitted  under  the 

Revised  Amendment  Practice  and 
Treatment  of  Non-Compiiant  Amendments 

SUMMARY: 

Amendments  submitted  prior  to  July  30,  2003  in  compliance 
with  the  previous  version  of  37  CFR  1.121  or  the  revised 
version  promulgated  in  the  Notice  of  Final  Rule  Making: 
Changes  To  Implement  Electronic  Maintenance  of  Official 
Patent  Apphcation  Records.  68  Fed.  Reg.  38611  (June  30, 
2003)  (Revised  Amendment  Practice)  will  be  accepted. 
Amendments  filed  on  or  after  July  30,  2003,  must  be  submit- 
ted in  comphance  with  revised  37  CFR  1.121.  The  previously 
announced  limited  waivers  permitting  submission  of  amend- 
ments in  the  voluntary  revised  amendment  format  terminate  on 
July  29,  2003.  If  a  preliminary  amendment  or  a  reply  under  37 
CFR  1 . 1 1 1  filed  on  or  after  July  30,  2003  includes  one  or  more 
non-compliant  sections,  applicant  will  be  notified  via  a  Notice 
of  Non-Compliant  Amendment  that  the  non-compliant  sec- 
tion(s)  needs  to  be  re-submitted  in  compliant  form  within  a 
period  set  by  the  Office. 

BACKGROUND 

The  United  States  Patent  and  Trademark  Office  (Office) 
previously  announced  a  prototype  program  to  evaluate  the 
electronic  image  processing  of  patent  applications  using  the 
image  file  wrapper  system  (IFW).  See  USPTO  Announces 
Prototype  of  Image  Processing.  1265  Off.  Gaz.  Pat.  Office  87 
(December  17,  2002).  The  notice  included  a  limited  waiver  of 
37  CFR  1.121  (available  in  applications  being  examined  in  the 
prototype  program)  which  permitted  amendments  to  be  sub- 
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mitted  in  a  voluntary  revised  amendment  format.  The  limited 
waiver  was  later  extended  to  all  applications.  See  Amendments 
in  a  Revised  Format  Now  Permitted.  1267  Off.  Gaz.  Pat.  Office 
106  (February  25,  2003).  The  Office  revised  its  rules  of 
practice  to  implement  image  file  wrapper  processing,  including 
the  Revised  Amendment  Practice,  taking  into  account  public 
comments,  in  the  above-noted  notice  of  final  rule  making, 
which  is  effective  on  July  30.  2003.  Many  members  of  the 
public  have  requested  that  the  Office  permit  amendments  to  be 
submitted  in  compliance  with  the  revised  version  of  37  CFR 
1.121  before  the  effective  date  of  July  30,  2003  in  order  to 
provide  for  a  smoother  transition  to  the  new  practice.  This 
Notice  adopts  the  suggestion. 

WAIVER  OF  37  CFR  1.121  UNTIL  JULY  29,  2003 

The  provisions  of  37  CFR  1.121(a),  (b),  (c)  and  (d)  are 
hereby  waived  for  amendments  to  the  claims,  specification, 
and  drawings,  filed  before  July  30,  2003  in  all  applications 
where  the  amendments  comply  with  37  CFR  1.121  effective  on 
July  30,  2003.  Note:  The  revised  amendment  rules  (and  this 
waiver)  do  not  apply  to  37  CFR  1.121(h)  and  (i)  which 
indicate  that  amendments  to  reissue  applications  and  reexami- 
nation proceedings  are  governed  by  37  CFR  1.173  and  37  CFR 
1.530(d)-(k),  respectively. 

TREATMENT  OF  NON-COMPLIANT  AMENDMENTS 

All  amendments  received  by  the  Office  on  or  after  July  30, 
2003  must  be  in  compliance  with  the  rules  as  required  by  the 
Revised  Amendment  Practice.  This  practice  requires  the  sub- 
mission of  an  amendment  document  that  includes  separate 
sections  for  amendments  to  the  claims,  drawings,  specification 
and  abstract,  each  beginning  on  a  new  sheet  of  paper.  If  an 
amendment  is  received  as  a  preliminary  amendment  or  as  a 
bona  fide  reply  under  37  CFR  1.111,  that  has  compliant 
amendments  to  one  or  more  separate  section(s),  but  also 
includes  one,  or  more,  separate  section(s)  with  non-compliant 
amendments,  the  Office  will  mail  a  Notice  of  Non-Compliant 
Amendment  requiring  correction  to  the  non-compliant  sec- 
tion(s)  within  a  time  period  set  by  the  Office.  When  making 
corrections,  appUcant  should  just  resubmit  the  needed  cor- 
rected section(s),  and  correspondingly,  should  not  resubmit  the 
entire  amendment  document.  For  example,  if  the  amendment 
included  compliant  amendments  to  the  specification  and 
claims,  and  non-compliant  amendments  to  the  drawings,  a 
notice  requiring  resubmission  of  compliant  amendments  to  the 
drawings  would  be  sent.  In  reply  to  the  notice,  applicant  should 
only  submit  a  compliant  amendment  to  the  drawings,  and  not 
the  previously  compliant  amendments  to  the  specification  and 
claims.  If  any  additional,  or  further,  amendments  to  the  claims 
are  desired,  the  changes  must  be  made  relative  to  the  previous 
compliant  amendment  to  the  claims.  The  Office  will  consider 
both  the  previous  compliant  amendment  to  the  claims,  and  the 
supplemental  compUant  amendment  to  the  claims,  after  the 
Office  receives  the  compliant  amendment  to  the  drawings. 

An  amendment  submitted  on  or  after  July  30,  2003  as  part 
of  a  reply  after  the  close  of  prosecution  {e.g.,  as  a  reply  under 
37  CFR  1.116)  that  is  not  compliant  with  the  Revised  Amend- 
ment Practice  will  not  act  to  toll  the  outstanding  time  period. 
See  37  CFR  1.135(c).  A  notice  {e.g.,  an  advisory  action)  may 
be  mailed  by  the  Office  specifying  which  section(s)  of  the 
amendment  was  not  in  compliance  with  the  Revised  Amend- 
ment Practice,  but  no  new  time  period  will  be  given  to  provide 
a  compliant  section. 

FOR  FURTHER  INFORMATION  CONTACT: 

Questions  concerning  this  notice  may  be  submitted  to 
Joseph  Narcavage,  Elizabeth  Dougherty  or  Eugenia  Jones  by 
e-mail  at  joseph.narcavage@uspto.gov  or  by  telephone  at 
(703)  305-1622. 


July  11,  2003 


STEPHEN  G.  KUNIN 

Deputy  Commissioner  for 
Patent  Examination  Policy 
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Amendments  in  a  Revised  Format 
Now  Permitted 


The  United  States  Patent  and  Trademark  Office  (USPTO  or 
Office)  is  permitting  applicants  to  submit  amendments  in  a 
revised  format  as  set  forth  herein.  The  revised  amendment 


format  is  essentially  the  same  as  the  amendment  format  that 
the  Office  is  considering  adopting  via  a  revision  to  37  CFR 
1.121  {Manner  of  Making  Amendments).  The  revision  to  37 
CFR  1.121  (if  adopted)  will  simplify  amendment  submission 
and  improve  file  management.  The  Office  plans  to  adopt  such 
a  revision  to  37  CFR  1.121  by  July  of  2003,  at  which  point 
compliance  with  revised  37  CFR  1.121  will  be  mandatory. 

The  revised  amendment  format  is  an  expansion  of  the 
special  amendment  process  instituted  for  a  prototype  Elec- 
tronic File  Wrapper  program  described  in  USPTO  AN- 
NOUNCES PROTOTYPE  OF  IMAGE  PROCESSING,  1265 
Off.  Gaz.  Pat.  Office  87  (Dec.  17,  2002)  ("Prototype  Announce- 
ment")- The  special  amendment  process  (which  was  limited  to 
claims)  has  proven  overwhelmingly  acceptable  to  applicants 
participating  in  the  prototype  and  beneficial  to  examiners.  The 
revised  amendment  format  provides  for  amendments  to  be 
made  to  the  specification  and  the  drawings  in  addition  to  the 
claims. 

Effective  immediately,  all  applicants,  including  applicants 
participating  in  the  prototype,  may  submit  amendments  using 
the  revised  amendment  format  set  forth  herein.  Applicants  may 
wish  to  submit  all  amendments  in  the  revised  amendment 
format  because:  (1)  it  will  facilitate  transition  to  a  revised 
amendment  format  when  it  becomes  mandatory,  (2)  inconsis- 
tent versions  of  claim  amendments  (clean  and  marked-up)  will 
be  avoided,  and  (3)  time  and  resources  will  be  saved. 

WAIVER  of  37  CFR  1.121 

The  provisions  of  37  CFR  1.121(a),  (b),  (c)  and  (d)  are 
waived  for  amendments  to  the  claims,  specification,  and 
drawings  in  all  applications  in  all  Technology  Centers  where 
the  amendments  comply  with  the  revised  amendment  format 
detailed  below.  Note:  The  revised  amendment  format  (and  the 
waiver)  does  not  apply  to  37  CFR  1.121(h)  and  (i)  which 
indicate  that  amendments  to  reissue  applications  and  reexami- 
nation proceedings  are  governed  by  37  CFR  1.173  for  reissue 
applications  and  37  CFR  1.530  (d)-(k)  for  ex  parte  and  inter 
partes  reexaminations. 

In  addition,  the  WAIVER  indicated  in  the  above  mentioned 
Prototype  Announcement  for  the  limited  (claims  only)  amend- 
ment process  of  that  prototype  is  also  expressly  continued  and 
amendments  in  applications  (other  than  reissue  applications)  in 
all  Technology  Centers  that  comply  with  the  requirements  in 
that  announcement  will  be  acceptable. 

REVISED  AMENDMENT  FORMAT 

I.  Begin  Sections  on  Separate  Sheets: 

Each  section  of  an  amendment  paper  (e.g..  Amendments  to 
the  Specification,  Amendments  to  the  Claims,  Remarks)  shall 
begin  on  a  separate  sheet  to  facilitate  separate  indexing  and 
electronic  scanning  of  the  document. 

For  example,  each  of  the  following  four  sections  of  an 
amendment  paper  must  start  on  a  separate  sheet: 

a.)  Introductory  Comments 

b.)  Amendments  to  the  Specification 

c.)  Amendments  to  the  Claims 

d.)  Remarks 

II.  Submit   Only   One  Version   (with   markings)   of  an 
Amended  Part: 

The  requirement  to  provide  two  versions  of  a  replacement 
paragraph,  section,  or  claim  (a  clean  version  and  a  marked  up 
version),  as  set  forth  in  current  37  CFR  1.121,  is  waived  where 
the  format  set  forth  below  is  followed. 

III.  Amendments  to  the  Claims 

A.  A  Complete  Listing  of  Claims  is  Always  Required: 

If  an  amendment  adds,  changes  or  deletes  any  claim,  a 
detailed  listing  of  all  claims  that  are,  or  were,  in  the  applica- 
tion, irrespective  of  whether  the  claim(s)  remains  under  ex- 
amination in  the  application,  must  be  presented,  and  the 
amendment  to  the  claims  is  expressed  in  the  listing.  The  listing 
shall  be  presented  as  follows: 

1.  Ascending  Order  and  Status  Identifier  Required 

The  listing  shall  be  provided  in  sequential  ascending 
numerical  order  (beginning  with  claim  1).  A  status  identifier 
shall  be  provided  for  every  claim  in  a  parenthetical  expression 
following  the  claim  number  (e.g.,  "Claim  1.  (original)").  A  list 
of  acceptable  status  identifiers  is  set  forth  in  part  B,  below.  The 
text  of  all  claims  under  examination  shall  be  submitted  each 
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time  any  claim  is  amended.  Cancelled  and  withdrawn  claims 
should  be  indicated  by  only  the  claim  number  and  status.  The 
text  of  cancelled  or  withdrawn  claims  should  not  be  presented. 

2.  Markings  in  Currently  Amended  Claims  Required 

All  claims  being  currently  amended  shall  be  submitted 
with  markings  to  indicate  the  changes  that  have  been  made 
relative  to  the  immediate  prior  version  of  the  claims.  The 
changes  in  any  amended  claim  should  be  shown  by 
strikethrough  (for  deleted  matter)  or  underlining  (for  added 
matter).  No  separate  "clean"  version  should  be  submitted  for 
currently  amended  claims,  as  this  requirement  has  been  elimi- 
nated. Markings  should  only  be  made  in  claims  being 
currently  amended  in  an  amendment  paper. 

3.  Only  Clean  Text  Required  for  Other  Claims  Under 
Examination. 

The  text  of  pending  claims  not  being  currently  amended 
that  are  under  examination  shall  be  presented  in  a  clean  version 
in  the  Usting.  Any  claim  presented  in  clean  version  constitutes 
an  assertion  that  it  has  not  been  changed  relative  to  the 
immediate  prior  version. 

4.  Status  to  Effect  Claim  Cancellation  or  Addition. 

A  claim  may  be  cancelled  by  merely  indicating  the  status 
of  the  claim  as  cancelled.  Any  new  claim  added  by  amendment 
must  be  indicated  by  the  appropriate  status  identifier  and  shall 
not  be  underlined.  Thus,  added  new  claims  of  status  (new), 
(reinstated — formerly  claim  #_)  and  (re-presented  —  formerly 
dependently  claim.  #_)  must  be  presented  in  clean  version. 
Additional  claims  may  be  subject  to  additional  fees,  as 
appropriate. 

5.  When  Grouping  of  Claims  is  Permitted. 

Consecutive  cancelled  or  withdrawn  claims  may  be  ag- 
gregated into  one  line  of  the  listing  (e.g.  Claims  1  —  5 
(cancelled)). 

6.  Use  "Currently  Amended"  Status  Where  Appli- 
cable. 

If  any  "previously  reinstated"  or  "previously  re-pre- 
sented" claim  is  being  amended,  the  status  shall  be  indicated  as 
"currently  amended"  with  markings  as  indicated  in  paragraph 
A2,  above.  Multiple  status  identifiers  should  not  be  used  for 
any  single  claim. 

B.  Status  Identifiers  that  May  be  Used: 

In  order  to  promote  uniformity  and  consistency,  only  the 
following  eleven  (11)  defined  status  identifiers  should  be  used 
to  indicate  the  status  of  the  claims  (in  parentheses  after  the 
claim  number): 

1.  (Original):  Claim  filed  with  the  application  following  the 
specification  (i.e.,  not  added  by  prehminary  amendment). 

2.  (Currently  amended):  Claim  being  amended  in  the  current 
amendment  paper. 

3.  (Previously  amended):  Claim  not  being  currently  amended, 
but  which  was  amended  in  a  previous  amendment  paper. 

4.  (Cancelled):  Claim  cancelled  or  deleted  from  the  applica- 
tion. 

5.  (Withdrawn):  Claim  still  in  the  application,  but  in  a 
non-elected  status. 

6.  (Previously  added):  Claim  added  in  an  earlier  amendment 
paper. 

7.  (New):  Claim  being  added  in  the  current  amendment  paper. 

8.  (Reinstated  —  formerly  claim  #  _):  Claim  deleted  in  an 
earlier  amendment  paper,  but  re-presented  with  a  new  claim 
number  in  current  amendment. 

9.  (Previously  reinstated):  Claim  deleted  in  an  earlier  amend- 
ment and  reinstated  in  an  earlier  amendment  paper. 

10.  (Re-presented  —  formerly  dependent  claim  #  _):  Depen- 
dent claim  re-presented  in  independent  form  in  current  amend- 
ment paper. 

11.  (Previously  re-presented):  Dependent  claim  re-presented  in 
independent  form  in  an  earlier  amendment,  but  not  currently 
amended. 


C.  Example  of  Listing  of  Claims: 

Claims  1-5  (cancelled) 

Claim  6  (withdrawn) 

Claim  7  (previously  amended):  A  bucket  with  a  handle. 

Claim  8  (currently  amended):  A  bucket  with  a  green  blue 
handle. 

Claim  9  (withdrawn) 

Claim  10  (original):  A  bucket  with  a  wooden  handle. 

Claim  11  (cancelled) 

Claim  12  (new):  A  bucket  with  plastic  sides  and  bottom. 

Claim  13  (previously  added):  A  bucket  having  a  circumfer- 
ential upper  lip. 

Claim  14  (re-presented  —  formerly  claim  11):  A  black 
bucket  with  a  wooden  handle. 

IV.  Amendments  to  the  Specification 

Amendments  to  the  specification  are  to  be  made  by  present- 
ing replacement  paragraphs,  sections  or  a  substitute  specifica- 
tion marked  up  to  show  changes  made  relative  to  the  imme- 
diate prior  version,  as  set  out  in  37  CFR  1.121(b).  The  changes 
should  be  shown  by  strikethrough  (for  deleted  matter)  or 
underlining  (for  added  matter).  No  accompanying  "clean" 
version  shall  be  supplied.  The  amendments  to  the  specification 
shall  be  presented  only  one  time,  and  will  not  appear  in 
successive  amendment  documents. 

V.  Amendments  to  the  Drawings 

Amendments  to  the  drawing  figures  shall  be  made  by 
presenting  replacement  figures  which  include  the  desired 
changes,  without  markings,  and  which  comply  with  §  1.84. 
The  changes  shall  be  explained  in  the  accompanying  remarks 
section  of  the  amendment  paper.  If  the  amended  drawings  are 
not  approved,  the  applicant  will  be  notified  in  the  next  Office 
action.  Any  amended  drawing  sheet  should  include  all  of  the 
figures  appearing  on  the  immediate  prior  version  of  the  sheet, 
even  though  only  one  figure  may  be  amended.  The  figure 
number  in  the  amended  drawing  should  not  be  labeled  as 
"amended." 

For  further  information  on  the  prototype  image  electronic 
processing  of  patent  applications,  please  contact  the  Search 
and  Information  Resources  Administration  at: 
image.processing@uspto.gov.  Any  questions  regarding  the 
submission  of  amendments  pursuant  to  the  revised  practice  set 
forth  in  this  notice  should  be  directed  to  Elizabeth  Dougherty 
(Elizabeth-Dougherty  @uspto.  gov),  Gena  Jones 

(Eugenia.Jones@uspto.gov)  or  Joe  Narcavage 

(mailto:Joseph.Narcavage@uspto.gov).  For  information  on  the 
waiver  or  legal  aspects  of  the  program,  please  contact  Jay 
Lucas  ( Jay.Lucas  @  uspto.  gov)  or  Rob  Clarke 
(Robert.Clarke  @  uspto.  gov). 


January  31,  2003 


STEPHEN  G.  KUNIN 

Deputy  Commissioner  for 
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Drawings  in  Patent  Application 
Publications  and  Patents 


The  United  States  Patent  and  Trademark  Office  (USPTO) 
has  revised  its  patent  drawing  review  procedures  to  implement 
the  eighteen-month  publication  of  patent  apphcations.  See 
Changes  to  Implement  Eijzh teen-Month  Publication  of  Patent 
Applications,  65  Fed.  Reg.  57023,  57026-27  (Sept.  20,  2000), 
1239  Off.  Gaz.  Pat.  Office  63,  65-66  (Oct.  10,  2000).  While  the 
Office  of  Initial  Patent  Examination  (OIPE)  will  perform  an 
initial  review  of  drawings  to  see  if  the  drawings  are  acceptable 
for  publication  purposes  by  inspecting  the  drawings  to  see  if 
they  can  be  effectively  reproduced  by  digital  image  scanning, 
the  standard  of  review  employed  by  OIPE  is  such  that  most 
drawings  will  be  considered  acceptable  (even  if  they  are 
designated  by  applicant  as  "informal").  If  OIPE  requires 
corrected  drawings,  the  corrected  drawings  filed  in  reply  to  the 
OIPE  requirement  will  be  included  in  any  patent  application 
publication  or  patent.  Otherwise,  in  most  situations,  patent 
application  publications  and  patents  will  reflect  the  quality  of 
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the  drawings  that  are  included  with  a  patent  application  on 
filing  unless  applicant  voluntarily  submits  better  quality  draw- 
ings as  set  forth  below. 

If  applicant  desires  to  have  better  drawings  included  in  a 
patent  application  publication  than  the  drawings  that  were 
submitted  with  the  application  on  filing,  applicant  may  submit 
replacement  drawings  on  paper  either  within  one  month  from 
the  filing  date  of  the  application  or  fourteen  months  from  the 
earliest  filing  date  for  which  a  benefit  is  sought  under  title  35, 
United  States  Code,  whichever  is  later.  The  replacement  paper 
drawings  must  be  filed  in  an  envelope  addressed  to  BOX 
PGPUB  DRAWINGS.  Commissioner  for  Patents,  Washington 
DC.  2023  1.  with  a  petition  under  37  CFR  1.  182  requesting 
entry  of  the  drawings  and  the  petition  fee  set  forth  in  37  CFR 
1.  17(h),  in  the  time  period  set  forth  above.  If  such  drawings 
are  properly  and  timely  submitted,  the  patent  application 
publication  will  include  the  replacement  drawings.  Replace- 
ment drawings  that  are  received  later  than  this  date  may  be 
included  in  the  patent  application  publication,  where  practi- 
cable, if  the  USPTO  has  not  started  the  patent  application 
publication  process. 

Box  PGPUB  DRAWINGS  should  only  be  used  for  filing 
replacement  drawings  for  inclusion  in  a  patent  application 
publication.  The  replacement  drawings  should  be  accompanied 
by  a  transmittal  letter  identifying  the  application  to  which  the 
replacement  drawings  are  directed  and  should  have  either  an 
authorization  to  charge  the  petition  fee  or  other  payment  of  the 
petition  fee.  Replacement  drawings  received  in  this  special  box 
will  be  scanned  and  included  in  the  electronic  document  which 
will  be  used  for  the  patent  application  publication.  After  the 
replacement  drawings  are  scanned  for  the  patent  application 
publication,  they  will  be  made  of  record  in  the  application  file. 
Replacement  drawings  that  are  not  mailed  to  BOX  PGPUB 
DRAWINGS,  are  not  filed  with  the  appropriate  petition  fee,  or 
are  not  timely  submitted  will  be  routed  to,  and  made  of  record 
in,  the  application  file  without  scanning  and  will  not  be 
included  in  the  patent  application  publication,  but  may  be 
included  in  any  patent.  Replacement  drawings  for  other  appli- 
cations must  be  submitted  in  a  different  envelope. 

An  applicant  may  also  provide  a  copy  of  the  application,  as 
amended  during  prosecution  (including  better  replacement 
drawings),  for  publication  via  EPS.  S^  37  CFR  1.215(c)  and 
Changes  to  Implement  Eighteen-Month  Publication  of  Patent 
Applications.  65  Fed.  Reg.  57024,  57036  and  57059,  1239  Off. 
Gaz.  Pat.  Office  63,  74  and  94. 

Questions  regarding  this  notice  may  be  directed  to  Karin 
Tyson,  Senior  Legal  Advisor,  Office  of  Patent  Legal  Adminis- 
tration, Office  of  the  Deputy  Commissioner  for  Patent  Exami- 
nation Policy,  by  telephone  at  (703)  306-3159,  by  facsimile  at 
(703)  872-9411,  or  by  e-mail  to  karin.tyson@uspto.gov. 


December  18,  2000 


NICHOLAS  P  GODICI 

Commissioner  for  Patents 
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37  CFR  Parts  1  and  5 

[Docket  No.:  2003-P-020] 

RIN  0651-AB64 

Changes  To  Support  Implementation  of  the 

United  States  Patent  and  Trademark  Office 

21st  Century  Strategic  Plan 

AGENCY:  United  States  Patent  and  Trademark  Office,  Com- 
merce. 

ACTION:  Notice  of  proposed  rulemaking. 

SUMMARY:  The  United  States  Patent  and  Trademark  Office 
(Office)  has  established  a  21st  Century  Strategic  Plan  to 
transform  the  Office  into  a  quality-focused,  highly  productive, 
responsive  organization  supporting  a  market-driven  intellec- 
tual property  system.  The  Office  is  proposing  to  revise  the  rules 
of  practice  to  support  the  implementation  of  the  2 1  st  Century 
Strategic  Plan,  which  involves  improving  the  patent  applica- 
tion and  examination  process  by  promoting  quality  enhance- 


ment, reducing  patent  pendency,  and  using  information  tech- 
nology to  simplify  the  patent  application  process.  The  more 
notable  changes  being  proposed  in  this  document  involve 
permitting  electronic  signatures  on  a  number  of  submissions, 
streamlining  the  requirements  for  incorporation  by  reference  of 
prior-filed  applications,  and  clarifying  the  qualifications  for 
claiming  small  entity  status  for  purposes  of  paying  reduced 
patent  fees.  These  changes  to  the  patent  application  and 
examination  process  are  necessary  for  the  Office  to  be  able  to 
process  the  long-term  trend  of  increasing  numbers  of  applica- 
tions within  a  reasonable  time  frame. 

COMMENT  DEADLINE  DATE:  To  be  ensured  of  consid- 
eration, written  comments  must  be  received  on  or  before 
November  12,  2003.  No  public  hearing  will  be  held. 

ADDRESSES:  Comments  should  be  sent  by  electronic  mail 
message  over  the  Internet  addressed  to 
ab64.comments@uspto.gov.  Comments  may  also  be  submitted 
by  mail  addressed  to:  Mail  Stop  Comments — Patents,  Com- 
missioner for  Patents,  P.O.  Box  1450,  Alexandria,  Virginia 
22313-  1450  or  by  facsimile  to  (703)  305-1013,  marked  to  the 
attention  of  Hiram  Bernstein.  Although  comments  may  be 
submitted  by  mail  or  facsimile,  the  Office  prefers  to  receive 
comments  via  the  Internet. 

The  comments  will  be  available  for  public  inspection  at  the 
Office  of  Patent  Legal  Administration,  located  at  Room  3-C23 
of  Crystal  Plaza  4,  2201  South  Clark  Place,  Arlington,  Vir- 
ginia, and  will  be  available  through  anonymous  file  transfer 
protocol  (ftp)  via  the  Internet  (address:  http://frwebgate.access- 
■gpo.gov/cgi-bin/ 

leaving.cgi?from=leavingFR.html&log=linklog&to=http:// 
www. 

uspto.gov).  Since  comments  will  be  made  available  for  public 
inspection,  information  that  is  not  desired  to  be  made  public, 
such  as  an  address  or  phone  number,  should  not  be  included  in 
the  comments. 

FOR  FURTHER  INFORMATION  CONTACT:  Hiram  H 
Bernstein,  Senior  Legal  Advisor,  by  telephone  at  (703)  305- 
8713  or  Robert  J.  Spar,  Director,  Office  of  Patent  Legal 
Administration  (OPLA),  at  (703)  308-5107,  or  by  facsimile  to 
(703)  305-1013,  marked  to  the  attention  of  Mr.  Bernstein,  or  by 
mail  addressed  to:  Mail  Stop  Comments — Patents,  Commis- 
sioner for  Patents,  PO.  Box  1450,  Alexandria,  VA  22313-1450. 

SUPPLEMENTARY  INFORMATION:  The  Office  has  con- 
ducted a  "top  to  bottom"  review  of  the  patent  application  and 
examination  process  (among  other  processes)  as  part  of  the 
21st  Century  Strategic  Plan.  The  21st  Century  Strategic  Plan  is 
available  on  the  Office's  Internet  Web  site  (http://frwebgate- 
.access.gpo.gov/cgi-bin/ 

leaving.cgi?from=leavingFR.html&log=linklog&to=www. 
uspto.gov).  While  many  of  the  changes  to  the  patent  applica- 
tion and  examination  process  necessary  to  support  the  21st 
Century  Strategic  Plan  require  enabling  legislation  (and  imple- 
menting rule  changes),  the  Office  has  determined  that  a  number 
of  initiatives  can  be  implemented  under  the  Office's  current 
rule  making  and  patent  examination  authority  set  forth  in  35 
U.S.C.  2(b)(2),  131,  and  132.  This  document  proposes  changes 
to  the  rules  of  practice  in  title  37  of  the  Code  of  Federal 
Regulations  (CFR)  to  improve  the  patent  application  and 
examination  process  by  promoting  quality  enhancement,  re- 
ducing patent  pendency,  and  using  information  technology  to 
simplify  the  patent  application  process. 

This  document  specifically  proposes  changes  to  the  follow- 
ing sections  of  title  37  CFR:  1.4,  1.6,  1.8,  1.10,  1.14,  1.17, 
1.19,  1.27,  1.47,  1.52,  1.53,  1.55,  1.58,  1.59,  1.69,  1.76,  1.78, 
1.83,  1.84,  1.91,  1.94,  1.98,  1.102,  1.103,  1.105,  1.111,  1.115, 
1.116,  1.131,  1.136,  1.137,  1.165,  1.173,  1.175,  1.178,  1.182, 
1.183,  1.213,  1.215,  1.291,  1.295,  1.296,  1.311,  1.324,  1.377, 
1.378,  1.502,  1.530,  1.550,  1.570,  1.644,  1.666,  1.704,  1.705, 
1.741,  1.902,  1.953,  1.956,  1.957,  1.958,  1.979,  1.997,  5.12, 
5.15,  and  5.25.  Additionally,  this  document  proposes  to  amend 
title  37  CFR  by  adding  new  §  1.57  and  removing  §  1.179. 

The  following  members  of  the  Office  of  Patent  Legal 
Administration  may  be  contacted  directly  for  the  matters 
indicated: 

Joni  Chang  ((703)  308-3858):  §§  1.8,  1.10,  1.98,  1.111,  and 
1.311 

Jeanne  Clark  ((703)  306-5603):  §  1.98 
James  Engel  ((703)  308-5106):   §§   1.14,   1.17,   1.53,   1.59, 
1.103,  1.131,  1.182,  1.183,  1.295,  1.296,  1.377,  1.378,  1.644, 
1.666,  1.741,  5.12,  5.15,  and  5.25 
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Karin  Ferriter  ((703)  306-3159):  §§  1.6,  1.47,  1.52  (other  than 

(e)(l)(iii)  and  (e)(3)),  1.58,  1.83,  1.84,  and  1.165 

Anton  Petting  ((703)  305-8449):  §§  1.17,  1.53,  1.59,  1.103, 

1.105,  1.182,  1.183,  1.295,  1.296,  1.377,  1.378,  1.644,  1.666, 

1.741,  5.12,  5.15,  and  5.25 

Kery  Fries  ((703)  308-0687):  §§  1.76,  1.704,  and  1.705 

Hiram  Bernstein  ((703)  305-8713):  §§  1.91  and  1.94 

Eugenia  Jones  ((703)  306-5586):  §§   1.8,   1.10,   1.27,   1.55, 

1.57(a),  and  1.78 

Michael  Lewis  ((703)306-5585):  §§  1.4,  1.19,  1.52(e)(l)(iii) 

and  (e)(3),  1.57,  and  1.58(b) 

Joe  Narcavage  ((703)  305-1795):   §§   1.173,   1.175,   1.178, 

1.179,  1.291,  and  1.324 

Mark  Polutta  ((703)  308-8122):  §§  1.213,  and  1.215 

Kenneth  Schor  ((703)  308-6710):  §§  1.98,  1.116,  1.136,  1.137, 

1.291,  1.502,  1.550,  1.570,  1.902,  1.953,  1.956,  1.957,  1.958, 

1.979,  and  1.997 

Fred  Silverberg  ((703)  305-8986):  §§  1.115 

The  Office  will  post  a  copy  of  this  notice  on  its  Internet  Web 
site  (http://frwebgate.access.gpo.gov/cgi-bin/ 
leaving. cgi?from=leavingFR.htnil&log=linklog&to=www.uspto. 
gov).  Additionally,  individuals  or  organizations,  that  need  a 
copy  for  the  purpose  of  providing  comments,  may  send  a 
request  by  phone  or  e-mail  to  Elizabeth  PoUey  at  ((703) 
308-6202,  or  elizabeth.polley @ uspto. gov)  or  Terry  Dey  at 
((703)  308-1201  or  terry.dey @ uspto. gov)  to  receive  an  e-mail 
copy  of  the  notice.  When  making  a  request  for  an  e-mail  copy, 
it  is  requested  that  persons  please  specify  whether  they  wish  to 
receive  the  document  in  MS -Word,  WordPerfect,  or  HTML 
format. 

Discussion  of  Specific  Rules 

Section  1.4:  Section  1.4(d)  is  proposed  to  be  amended  to 
provide  for  filing  correspondence  with  electronic  signatures  on 
electronically  created  correspondence  documents  that  are  filed 
by  facsimile  transmission,  or  hand-carried  or  mailed  to  the 
Office,  for  entry  in  a  patent  application,  patent  file,  or  reex- 
amination proceeding.  The  electronic  signature  must  be  the 
signer's  actual  name  or  have  the  actual  name  additionally 
presented  in  printed  or  typed  form.  The  electronic  signature 
may  be  any  combination  of  numbers  and/or  letters  and  may 
include  a  title.  Appropriate  punctuation  and  spaces  may  be 
used  with  the  letters  and  numbers.  The  signer  must  present  his 
or  her  family  name  entirely  in  capital  letters  in  the  signature  if 
the  actual  name  is  used.  Where  the  actual  name  is  not  used  in 
the  signature,  the  family  name  must  be  presented  entirely  in 
capital  letters  in  the  printed  or  typed  form  of  the  name.  When 
the  actual  name  of  the  signer  is  being  provided  as  a  printed  or 
typed  name,  it  must  be  clearly  identified  as  the  actual  name  of 
the  signer.  A  practitioner  signing  pursuant  to  §§  1.33(b)(1)  or 
1.33(b)(2)  must  place  the  signer's  registration  number,  either 
within  or  after  the  electronic  signature.  A  number  character  ( ) 
may  only  be  used  in  a  signature  if  it  is  prior  to  a  practitioner's 
registration  number  that  is  part  of  the  electronic  signature.  New 
paragraph  (h)  sets  forth  the  procedure  for  resolving  questions 
as  to  the  veracity  of  the  (electronic)  signature,  such  as  when 
there  are  variations  in  signatures,  or  where  the  signature  and 
the  printed  or  typed  name  does  not  clearly  identify  the  person 
signing  the  document,  or  where  more  than  one  person  has  used 
the  same  signature. 

The  Office  considered  proposing  a  requirement  that  the 
order  of  the  name  in  a  signature  be  identified  with  the  language 
such  as  follows:  given  name,  middle  name  or  initial,  family 
name  if  the  name  is  supplied  in  that  order.  Capitalizing  only  the 
family  name  without  identifying  the  order  is  considered  a 
simpler  and  less  burdensome  procedure  for  signing  a  docu- 
ment. Comments  in  favor  of  or  opposed  to  this  alternative  are 
invited. 

Section  1.4(d)(l)(iv)(A)  sets  forth  the  specific  requirements 
of  an  electronic  signature  (e-signature),  and  when  the  Office 
will  accept  an  electronic  signature  in  patent-related  documents. 
The  phrase  "electronically  signed"  documents  includes  docu- 
ments that  are  created  and  signed  in  a  word  processor  program 
and  electronically  fillable  forms,  such  as  declarations  gener- 
ated using  the  program  Adobe  Acrobat  that  have  pre-printed 
standard  language  with  an  ability  to  add  specific  information 
such  as  a  signature  (e.g.,  similar  to  those  provided  on  the 
Office's  Internet  Web  site  that  can  be  completed  and  signed 
electronically).  The  proposed  rule  change  is  intended  to 
facilitate  movement  of  documents  between  practitioners,  ap- 


plicants, and  the  Office.  The  proposed  rule  change  does  not 
permit  the  filing  of  Official  correspondence  by  electronic  mail 
(e.g.,  e-mail)  messages  over  the  Internet  to  the  Office,  but  does 
permit  submissions  transmitted  by  facsimile.  Pilot  programs, 
such  as  the  program  at  the  Board  of  Patent  Appeals  and 
Interferences  (BPAI)  are  not  affected  by  this  rule  change  (see 
standing  orders  at  the  URL:  http://frwebgate.access.gpo.gov/ 
cgi-bin/ 

leaving.cgi?from=leavingFR.html&log=linklog&to=http:// 
www. 

uspto.gov/web/offices/dcom/bpai/standing2003May.pdf). 
Electronically  created  documents  that  contain  an  electronic 
signature  e-mailed  from  applicants  to  a  practitioner,  however, 
may  be  transmitted  to  the  Office  from  a  practitioner  by 
facsimile  transfer,  or  as  a  paper  document.  While  it  is  not  now 
permitted,  the  Office  is  considering  expanding  the  means  by 
which  electronically  created  documents  can  be  transmitted  to 
the  Office,  such  as  by  an  e-mail  attachment  using  the  proposed 
signature  requirements. 

Paragraph  1.4(d)(l)(iv)(A)  recites  that  electronic  signatures 
may  be  utilized  when  the  electronically  signed  document  is: 
(1)  Facsimile  transmitted  from  a  computer  in  its  electronic 
form;  (2)  printed  and  then  facsimile  transmitted;  or  (3)  printed 
on  paper  and  hand  or  mail  delivered  to  the  Office.  This 
paragraph  also  permits  electronic  signatures  for  documents 
submitted  via  the  Office's  Electronic  Filing  System  (EFS).  The 
EFS  is  not  an  e-mail  system.  This  paragraph  does  not  authorize 
delivery  of  documents  to  the  Office  by  e-mail  over  the  Internet. 

Practitioners  must  take  care  when  submitting  a  document 
intended  to  be  unsigned  by  ensuring  that  there  are  no  markings 
in  a  signature  space  or  this  could  be  detemiined  to  be  indicia 
of  a  signature  (either  as  a  permanent  ink  signature  or  electronic 
signature). 

The  documents  submitted  under  this  provision  may  become 
records  submitted  in  interference  and  other  legal  proceedings 
where  authentication  is  required.  Applicants  and  practitioners 
must  recognize  the  differences  in  electronically  created  docu- 
ments and  paper  documents  for  authentication  purposes  and 
take  appropriate  steps  to  be  able  to  authenticate  documents,  if 
required.  An  issue  with  electronically  created  documents  is  that 
they  may  have  embedded  comments  and  track  changes  in  the 
electronic  document  that  are  not  always  visible  when  a 
document  is  rendered  using  a  different  computer  system  or  a 
different  software  version,  or  when  printed  to  paper.  Variations 
in  how  much  of  the  embedded  comments  and  track  changes  are 
rendered  on  a  given  computer  may  cause  the  document  signer 
to  see  different  document  content  than  the  contents  of  the 
document  that  is  submitted  to  the  Office.  Additionally,  estab- 
lishing a  chain  of  custody  may  involve  proving  that  a  docu- 
ment viewed  by  the  Office  is,  in  fact,  the  same  document 
executed  by  the  signer. 

The  Office  can  only  authenticate  a  document  to  the  extent  of 
what  is  contained  in  Office  records.  Office  records  will  not 
contain  any  of  the  electronic  communications  between  the 
applicant  or  practitioner  filing  a  document  and  a  third  party. 
For  example,  the  Office  cannot  authenticate  from  its  records  a 
document  (e.g.,  a  §  1.132  affidavit)  prepared  by  a  third  party 
and  including  a  third  party  signature  that  was  submitted  to  an 
applicant  or  practitioner  electronically  for  resubmission  to  the 
Office.  Under  these  circumstances,  the  applicant  or  practitioner 
would  need  to  be  concerned  about  both  establishing  a  chain  of 
custody  to  address  alteration  and  any  attempted  repudiation  by 
a  third  party  of  his  or  her  electronic  signature.  In  establishing 
the  authenticity  of  a  document,  the  applicant  or  practitioner 
would  be  attempting  to  show  that  the  date  of  execution  of  the 
document  is  earlier  than  the  date  of  submission  to  the  Office, 
and  the  document  was  unaltered  from  that  earher  date  until  its 
submission  to  the  Office.  A  chain  of  custody  would  need  to  be 
shown  and  proven.  Therefore,  electronically  created  docu- 
ments may  require  additional  procedures  over  what  may  be 
required  for  a  document  signed  with  an  ink  signature  to 
address  chain  of  custody  and  alteration  issues.  In  addition, 
there  must  be  procedures  in  place  to  address  the  issue  that  the 
particular  document  preparation  software  may  have  undergone 
frequent  changes.  Different  versions  of  the  same  software 
program  may  store  and  display  the  document,  as  well  as 
comments  and  changes  to  the  document,  differently,  which 
gives  rise  to  issues  concerning  alteration  of  the  document. 
Accordingly,  applicants  and  practitioners  must  be  cognizant  of 
these  issues  of  changed  document  appearance  and  content  and 
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take  appropriate  steps  to  ensure  that  their  records,  if  in 
electronic  form,  can  be  rendered  and  authenticated  at  some 
later  time  as  being  the  unaltered  electronically  signed  original 
document. 

Paragraph  1.4(d)(l)(iv)(A)  defines  who  can  insert  an  elec- 
tronic signature  into  an  electronically  created  document.  The 
proposed  rule  change  requires  that  the  signer  "personally 
insert"  his  or  her  electronic  signature  by  use  of  numbers  and/or 
letters,  with  punctuation  and  spaces.  To  make  the  identity  of 
the  signer  self-evident,  the  same  electronic  signature  should  be 
utilized  each  time,  with  variations  of  the  signature  being 
avoided.  The  signer  should  review  any  indicia  of  identity  of  the 
signer  in  the  body  of  the  document  including  any  printed  or 
typed  name  and  registration  number,  to  ensure  that  the  indicia 
of  identity  is  consistent  with  how  the  document  is  signed. 
Knowingly  adopting  an  electronic  signature  of  another  is  not 
permitted.  The  "personally  insert"  requirement  is  met  by  the 
signer  directly  typing  his  or  her  electronic  signature  on 
akeyboard.  This  requirement  is  not  met  when  a  first  person 
types  the  electronic  signature  of  a  second  person,  upon 
receiving  only  a  general  instruction  from  the  second  person  to 
insert  the  second  person's  signature.  A  person  physically 
unable  to  use  a  keyboard,  however,  may,  while  simultaneously 
reviewing  the  document  for  signature,  direct  another  person  to 
press  the  appropriate  keys  to  form  the  signature. 

Paragraph  1.4(d)(l)(iv)(A)  defines  the  content  of  an  elec- 
tronic signature.  The  Office  proposes  to  adopt  a  standard  of 
numbers  and/or  letters,  with  punctuation  and  spaces  as  the 
electronic  signature,  which  must  be  placed  between  two 
forward  slashes  to  be  consistent  with  the  international  standard 
and  to  build  upon  the  experience  gained  with  this  standard  in 
the  Trademarks  section  of  the  office.  See  PCT  Annex  F,  section 
3.3.2.  The  electronic  signature  between  two  forward  slashes 
cannot  contain  any  additional  forward  slashes.  This  standard 
can  be  met  with  any  standard  personal  computer  (PC)  and 
keyboard.  The  Office  also  recognizes  that  many  practitioners 
sign  their  name  with  the  number  character  ()  as  part  of  his  or 
her  registration  number.  The  use  of  the  number  character  ()  as 
part  of  the  registration  number  would  be  permitted  but  not 
otherwise,  such  as  utilization  of  a  customer  number  as  the 
signature.  Other  non-text  characters  would  not  be  permitted,  as 
a  typed  symbol  in  one  font  may  vary  when  viewed  in  a 
different  font  (e.g.,  the  code  for  the  euro  currency  symbol  in 
one  font  produces  a  different  currency  symbol  when  viewed  in 
another  font). 

The  Office  recognizes  that  periods,  commas,  and  hyphens 
are  often  found  in  names  and  will  therefore  be  found  in  many 
signatures.  Appropriate  punctuation  and  spaces  may  be  used 
with  numbers  and  letters,  not  in  place  of  numbers  and  letters  in 
a  signature.  Hence,  the  use  of  appropriate  punctuation  and 
spaces  with  letters  and  numbers  would  be  permitted  (e.g., 
periods,  commas  and  hyphens).  A  signature  of  only  punctua- 
tion marks  ordinarily  does  not  identify  any  person,  and  would 
be  improper.  Also,  punctuation  marks,  such  as  question  marks 
(e.g.,  /???/),  are  often  utilized  to  represent  the  intent  not  to  sign 
a  document  and  would  be  improper. 

To  avoid  processing  delays,  the  Office  needs  to  readily 
determine  whether  a  document  has  been  signed.  The  filing  of 
a  document  does  not  imply  that  the  document  has  been  signed. 
The  Office  does  not  want  to  investigate  as  to  whether  a  mark 
(e.g.,  extraneous  marks  or  a  non-  permanent  ink  presentation  of 
a  name)  comprises  a  signature.  Therefore,  the  Office  will  only 
interpret  the  data  presented  between  forward  slashes  as  an 
electronic  signature.  Hence,  documents  intended  to  be  un- 
signed should  be  very  clear  that  any  data  presented  between 
forward  slashes  is  not  intended  to  be  a  signature. 

Similarly,  presentation  of  just  numbers  and  letters  in  an 
electronically  produced  document  without  forward  slashes  will 
be  treated  under  this  part  as  an  unsigned  document.  Script  fonts 
are  not  permitted  for  any  portion  of  a  document,  which  would 
include  a  name  typed  in  a  signature  area.  See  §  1.52(b)(2)(ii). 
Accordingly,  presentation  of  a  typed  name  without  the  required 
slashes  even  in  a  script  font  does  not  present  the  proper  indicia 
manifesting  an  intent  to  sign  and  will  not  be  accepted  as  an 
electronic  signature. 

Paragraph  (d)(l)(iv)(A)  requires  the  signer's  actual  name  be 
used  except  as  provided  in  paragraph  (d)(l)(iv)(B),  where  an 
electronic  signature  is  used  that  differs  from  the  actual  name  of 


the  signer.  Where  an  electronic  signature  is  not  the  signer's 
actual  name,  the  actual  name  must  be  printed  or  typed  and 
clearly  indicated  as  the  signer's  actual  name.  The  use  of  lower 
case  and  capital  letters  is  permitted  except  that  the  family  name 
must  be  entirely  capitalized  with  no  other  names  entirely 
capitalized.  A  middle  initial  if  capitalized  and  presented  with  a 
period  to  identify  it  as  an  abbreviation  is  permitted.  A  person 
with  an  electronic  signature  that  includes  both  a  single  char- 
acter family  name  and  at  least  one  other  single  character  name 
must  provide  an  electronic  signature  with  all  single  character 
names  other  than  the  family  name  in  non-capital  letters.  Titles 
may  be  used  with  the  signer's  name  and  can  be  placed  within 
or  after  the  slash  marks.  When  the  last  name  is  given  first  it 
will  be  presumed  to  be  followed  by  a  first  name  before  any 
middle  name.  Similarly,  when  a  last  name  is  given  last  it  will 
be  presumed  that  the  first  name  will  precede  a  middle  name. 
Where  two  or  more  multiple  character  names  are  capitalized, 
the  Office  will  need  to  inquire  as  to  which  is  the  last  name. 

To  accommodate  as  many  varieties  of  names  as  possible  a 
signer  may  select  any  combination  of  letters  and/or  numbers 
for  his  or  her  signature  under  §  1.4(d)(l)(iv)(A).  A  signature 
that  is  the  actual  name  of  the  signer  need  not  be  accompanied 
by  a  typed  or  printed  name.  Accordingly,  the  absence  of  a 
printed  or  typed  name  clearly  identified  as  the  actual  name  of 
the  signer  is  a  representation  that  the  signature  is  the  signer's 
actual  name. 

The  Office  considered  accepting  an  actual  name  as  a 
signature  without  requiring  that  the  order  of  names  be  identi- 
fied. A  signature  of  an  actual  name  has  been  found  by  the 
Office  insufficient  to  identify  the  signer.  For  example,  some 
people  routinely  sign  with  his  or  her  last  (or  family)  name  first. 
Similarly,  for  people  with  first  and  last  names  that  are 
commonly  interchanged  as  first  and  last  names,  it  may  not  be 
self-evident  which  is  the  given  name  and  which  is  the  family 
name.  A  printed  or  typed  copy  of  the  signer's  name  immedi- 
ately below  the  signature  often  will  have  the  same  problem  of 
which  is  the  family  name  and  which  is  the  given  name. 

The  Office  considered  proposing  a  standard  signature  format 
such  as  family  name  first,  followed  by  given  name.  A  standard 
signature  format  was  rejected  because  it  would  not  aid  the 
Office  in  identifying  the  signer  of  a  document,  particularly 
where  the  format  is  not  adhered  to  by  the  signer.  The  Office  is 
receiving  applications  and  correspondence  for  other  patent- 
related  matters  in  which  it  cannot  be  determined  who  signed 
the  document  and/or  what  the  actual  name  of  the  signer  is 
because  either  the  order  of  the  family  name  and  given  name  are 
unclear,  or  more  than  one  signer  has  the  same  name.  Adopting 
a  standard  signature  format  would  not  make  it  any  easier  for 
the  Office  to  detect  in  many  cases  when  the  order  of  family 
name,  given  name,  and  middle  name  are  in  a  non-standard 
order. 

In  the  following  discussion,  family  name  is  intended  to  be 
synonymous  with  the  terms  "surname"  or  "last  name"  in  the 
customary  format  for  European-American  names.  Similarly, 
given  name  is  intended  to  be  synonymous  with  the  term  "first 
name"  in  the  customary  format  for  European-American  names. 
Format  and  content  of  a  signature  are  both  critical  because 
people  from  different  countries  throughout  the  world  have 
different  customs  for  signing  a  name,  e.g.,  reversing  the  order 
of  family  (i.e.,  last)  name  and  given  (i.e.,  first)  name.  Current 
rules  and  procedures  for  most  communications  do  not  require 
applicants  and  practitioners  to  utilize  any  format  for  the 
signature.  A  person  may  currently  use  a  signature  with  his  or 
her  family  name  as  the  first  name  or  the  last  name  of  the 
signature.  Further,  it  is  common  for  a  person  to  abbreviate  his 
or  her  given  name  (e.g.,  William  Jefferson  Louis,  as  W. 
Jefferson  Louis),  which,  if  signed  with  the  last  name  first, 
would  appear  as  a  middle  initial  (i.e.,  Louis  W.  Jefferson).  The 
Office  is  receiving  communications  from  people  all  over  the 
world  with  different  signature  formats  and  the  Office  cannot 
readily  identify  the  family  name  and  given  name  of  the  signer. 

This  lack  of  consistency  in  signing  order  is  exacerbated  in 
many  patent  applications  because  a  person's  name  may  appear 
in  several  places  in  the  record  of  an  application  in  a  different 
format  (e.g.,  first  name  and  last  name  reversed)  in  each 
occurrence.  In  addition,  the  Office  has  found  at  least  two 
applicants  and/or  practitioners  in  the  same  firm  with  the  given 
and  family  names  in  reverse  order  (e.g.,  first  practitioner  is 
Mitchell  Louis,  and  the  second  practitioner  is  Louis  Mitchell). 
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Signatures  have  been  found  with  the  printed  or  typed  name 
under  the  signature  appearing  as  the  reverse  of  the  signature 
(e.g.,  /  Louis  Mitchell)  with  Mitchell  Louis  typed  immediately 
underneath).  In  view  of  the  differing  customs  for  the  order  of 
signing  names,  the  Office  is  frequently  unable  to  ascertain  the 
identity  of  the  signer  (e.g.,  in  the  example  given,  is  Louis 
Mitchell  or  Mitchell  Louis  the  signer).  The  identity  of  the 
signer  is  not  self-evident  in  applications  with  applicants  and/or 
practitioners  that  have  reversed  versions  of  the  same  names, 
and  when  the  order  of  names  in  a  signature  is  the  reverse  order 
in  the  adjacent  printed/typed  version  of  the  signer's  name.  This 
often  results  in  confusion  in  the  Office,  and  later  in  the  public 
when  reviewing  Office  records,  as  to  the  actual  name  and 
identity  of  the  signer  of  a  document  or  a  patentee  when  an 
application  is  issued. 

To  avoid  confusion  as  to  whether  a  registered  practitioner  is 
relying  on  his  or  her  registration  for  signing  a  document,  § 
1.4(d)(l)(iv)(A)  recites  that  a  practitioner  signing  pursuant  to  § 
1.33(b)(1)  or  1.33(b)(2)  of  this  part  must  place  his  or  her 
complete  name,  as  registered,  and  his  or  her  registration 
number,  with  or  immediately  adjacent  his  or  her  electronic 
signature.  A  number  character  (  )  may  only  be  used  in  a 
signature  if  it  is  prior  to  a  practitioner's  registration  number 
that  is  part  of  the  electronic  signature.  When  a  practitioner  is 
signing  as  an  assignee,  or  as  an  applicant  (inventor)  pursuant  to 
§  1.33(b)(3)  or  1.33(b)(4),  a  registration  number  is  not  required 
but  may  be  supplied. 

The  requirement  that  an  electronic  signature  for  practitio- 
ners be  accompanied  by  an  identification  of  the  family  name, 
and  registration  number,  is  consistent  with  Article  9(1)  of  the 
Patent  Law  Treaty  (June  1,  2000)  (PLT). 

Paragraph  1.4(d)(l)(iv)(B)  recites  the  requirements  for  when 
a  signer  uses  an  electronic  signature  that  is  not  the  person's 
actual  name.  The  Office  expects  that  where  persons  do  not  sign 
with  their  actual  name  it  is  because  they  are  using  an 
e-signature  that  is  the  normal  e-signature  for  that  person  and 
not  something  that  is  employed  to  obfuscate  or  misidentify  the 
signer.  Where  the  e-signature  is  not  the  actual  name  because 
the  signer  is  using  the  signer's  normal  e-signature,  the  actual 
name  must  be  presented  in  printed  or  typed  form  with  the  last 
name  in  capitals.  The  printed  or  typed  name  must  be  clearly 
identified  as  the  actual  name.  To  accommodate  as  many 
signatures  as  possible,  a  signer  may  select  any  combination  of 
letters  and/or  numbers  for  his  or  her  signature.  The  flexibility 
in  selecting  combinations  of  letters  and/or  numbers  for  signa- 
tures means  that  the  identity  of  the  signer  may  not  be  clear 
from  the  signature  if  it  is  not  an  actual  name.  For  example,  a 
collection  of  letters/numbers  when  presented  for  the  first  time 
without  a  full  printed  or  typed  name  that  does  not  appear  to  be 
a  person's  name  (e.g.,  /123456XYZ/)  does  not  identify  any 
person  as  the  signer.  This  is  so  even  where  the  signer  has 
submitted  a  previous  document  with  such  signature  and  an 
additional  identification  of  the  actual  name  of  the  signer. 
Similarly,  where  the  signature,  because  it  is  not  the  signer's 
actual  name,  appears  to  represent  an  identifiable  person  with  a 
name  different  in  some  respects  from  those  persons  authorized 
to  sign  and  who  are  of  record  in  an  appUcation,  the  name  of  the 
signer  in  the  signature  alone  would  not  be  sufficient  to  identify 
the  signer. 

Paragraph  1.4(d)(l)(iv)(B)  requires  that  where  the  signer's 
usual  electronic  signature  is  not  the  signer's  actual  name,  the 
signer  must  provide  his  or  her  actual  name  by  printing  or 
typing  the  actual  name  and  clearly  identifying  it  as  such.  The 
signer  must  further  identify  in  the  printed  or  typed  actual  name 
the  signer's  family  name  by  entirely  capitalizing  only  the 
family  name.  These  requirements  are  consistent  with  PLT  Rule 
9.  Registered  practitioners  signing  pursuant  to  §  1.33(b)(1)  or 
1.33(b)(2)  of  this  part,  or  where  the  signer  otherwise  (e.g.,  to 
distinguish  two  practitioners  with  the  same  name)  includes  a 
registration  number  when  it  is  not  required  by  rule,  should 
provide  the  registration  number  after  the  signature,  or  the 
printed  or  typed  name  immediately  below  the  signature. 

A  typed  or  printed  name  in  the  body  of  the  text  is  not  usually 
self-identifying  as  to  whether  it  is  the  signer' s  actual  name,  or 
even  the  name  of  some  other  person.  A  clear  indication  that  it 
is  the  signer's  actual  name  is  necessary  to  distinguish  it  from 
the  other  possibilities  where  the  signature  is  not  the  actual 
name  and  a  printed  or  typed  name  has  not  been  supplied  with 
the  signature.  Similarly,  the  order  of  the  names,  family  name, 


given  name,  middle  name  or  initial,  unless  supplied  is  not 
self-evident  from  the  printed  or  typed  name  alone  so  the  order 
must  be  indicated  by  entirely  capitalizing  only  the  family 
name. 

The  Office  strongly  suggests  that  each  signer  use  a  signature 
(electronic  or  otherwise)  that  has  his  or  her  full  name  including 
full  middle  name.  The  Office  recommends  that  registered 
practitioners  use  their  full  name  under  which  they  are  regis- 
tered and  always  include  their  registration  number  with  the 
signature  or  with  the  hand-written  or  typed  name  that  accom- 
panies a  signature.  Examples  of  proper  and  improper  signa- 
tures will  be  posted  on  the  Office's  Internet  Web  site. 

Paragraph  1 .4(h)  proposes  requiring  a  ratification  or  confir- 
mation of  a  signature,  such  as  where  the  Office  has  reasonable 
doubt  as  to  the  authenticity  (veracity)  of  the  signature.  The 
Office  may  additionally  inquire  in  regard  to  a  signature  simply 
to  identify  the  signer  and  clarify  the  record  where  the  identity 
of  the  signer  is  unclear.  The  inquiries  concerning  the  authen- 
ticity (veracity)  of  a  signature  are  consistent  with  PLT  Article 
8(4)(c)  and  Rules  7(4),  15(4),  16(6),  17(6),  and  18(4).  An 
example  of  when  ratification  or  confirmation  of  a  signature 
may  be  required  is  when  there  are  variations  in  a  signature  or 
whenever  a  name  in  an  e-signature  is  not  exactly  the  same  as 
the  name  indicated  as  an  inventor,  or  a  practitioner  of  record. 
Hence,  whatever  signature  is  adopted  by  a  signer,  that  signa- 
ture should  be  consistently  used  on  all  documents.  Also 
addressed  is  the  treatment  of  variations  in  a  signature  when  a 
printed  or  typed  name  accompanies  the  e-signature  but  the 
identity  of  the  signer  is  unclear.  In  such  cases,  the  Office  may 
require  ratification  or  confirmation  of  a  signature.  Ratification 
or  confirmation  alone  does  not  provide  a  means  for  changing 
the  name  of  a  signer.  For  example,  when  an  inventor  changes 
her/his  name  and  the  inventor  desires  to  change  her/his  name 
in  the  application,  such  change  must  be  accompanied  by  a 
petition  under  §  1.182.  See  Manual  of  Patent  Examining 
Procedure  §  605.04(c)  (8th.  ed.  2001)  (Rev.  1,  Feb.  2003) 
(MPEP). 

The  Office  is  proposing  to  treat  failure  to  follow  the  format 
and  content  of  a  standard  signature  as  an  unsigned  document. 
Treating  the  documents  as  being  unsigned  could  have  varying 
results  dependent  on  the  nature  of  the  document.  For  example, 
in  new  applications,  treating  an  oath  or  declaration  as  an 
unsigned  oath  or  declaration  could  result  in  the  imposition  of 
a  surcharge.  See  §  1.53(f)(1).  Other  correspondence  could  be 
treated  under  the  procedures  for  unsigned  amendment  docu- 
ments set  forth  in  MPEP  §  714.01  and  714.01(a). 

As  previously  indicated,  the  Office  is  requesting  comments 
on  the  alternative  of  requiring  labeling  the  order  of  names  in  a 
signature  in  place  of  the  proposed  rule  requiring  capitalization 
of  the  entire  family  name. 

Section  1.6:  Section  1.6(d)(4)  is  proposed  to  be  amended  to 
provide  that  black  and  white  drawings  in  patent  appUcations 
may  be  transmitted  to  the  Office  by  facsimile  in  order  to 
provide  more  flexibifity  to  applicants  for  fifing  individual 
papers  in  applications  that  contain  drawings.  Drawings  are 
now  permitted  to  be  transmitted  to  the  Office  by  facsimile 
when  accompanied  by  payment  of  the  issue  fee,  and  drawings 
received  by  facsimile  have  been  of  an  acceptable  quality.  See 
Payment  of  the  Issue  Fee  and  Filing  Related  Correspondence 
by  Facsimile,  1254  Off.  Gaz.  Pat.  Office  91  (Jan.  15,  2002). 
Although  the  rules  of  practice  will  now  permit  the  submission 
of  black  and  white  drawings  by  facsimile,  photographs  or 
drawings  with  detail  should  not  be  transmitted  by  facsimile. 
Furthermore,  color  drawings  must  continue  to  be  hand-carried 
or  mailed  to  the  Office  instead  of  being  transmitted  by 
facsimile.  In  addition,  the  Office  will  publish  drawings  that  are 
received  as  long  as  they  can  be  scanned,  and  will  not,  in 
general  require  replacement  drawings  to  replace  drawings 
transmitted  by  facsimile,  even  if  the  facsimile  transmission 
process  results  in  the  drawings  being  less  sharp  than  the 
original  drawings. 

Section  1.6(e)  is  proposed  to  be  removed  and  reserved 
because  the  provisions  of  §  1.6(e)  are  deemed  more  appropri- 
ately placed  in  §  1.10.  This  is  because  the  "Express  Mail" 
provisions  of  §  1.10  are  the  only  means  by  which  correspon- 
dence can  be  accorded  a  filing  date  other  than  the  actual  date 
of  receipt  in  the  Office.  Thus,  the  provisions  of  §  1.6(e)  are 
proposed  to  be  transferred  to  §  1.10  along  with  some  changes. 
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Proposed  §§  1.10(g)  and  (h)  specifically  address  situations  in 
which  "Express  Mail"  is  returned  or  refused  by  the  United 
States  Postal  Service  (USPS).  Proposed  §  l.lO(i)  is  similar  to 
§  1.6(e)  and  addresses  situations  where  there  is  a  designated 
interruption  or  emergency  in  "Express  Mail"  service. 

Section  1.8:  Section  1.8(a)  is  proposed  to  be  amended  to 
clarify  that  the  provisions  of  this  section  do  not  apply  to  time 
periods  or  situations  set  forth  in  sections  that  have  been 
expressly  excluded  from  §  1.8  as  well  as  situations  enumerated 
in  §  1.8(a)(2). 

Section  1.8(b)  is  also  proposed  to  be  amended  to  permit 
notifying  the  Ofl5ce  of  a  previous  mailing,  or  transmitting,  of 
correspondence,  when  "a  reasonable  amount  of  time  has 
elapsed  from  the  time  of  mailing  or  transmitting  of  the 
correspondence." 

Section  1.8(b)  is  also  proposed  to  be  amended  to  make  it 
clear  that  it  is  not  the  reexamination  proceeding  which  is 
concluded  under  §§  1.550(d)  or  1.957(b),  but  rather  the 
prosecution  of  the  reexamination.  See  the  discussion  as  to  the 
amendment  of  §  1.550  for  the  rationale  for  this  change. 

It  is  further  proposed  that  §  1.8(b)  be  revised  to  more 
appropriately  set  forth  the  §  1.957(c)  consequences  of  a  failure 
to  respond  in  an  inter  partes  reexamination. 

The  proposed  amendment  to  §  1.8(a)  is  to  clarify  that  the  list 
enumerated  in  §  1.8(a)(2)  is  not  exhaustive.  Provisions  of  §  1.8 
also  do  not  apply  to  the  time  periods  or  situations  set  forth  in 
sections  that  have  been  explicitly  excluded  from  §  1.8.  For 
example,  provisions  of  §  1.8(a)  do  not  apply  to  time  periods 
and  situations  set  forth  in  §  1.217(e)  and  1.703(f)  because  the 
exceptions  are  provided  explicitly  in  §  1.217(e),  "[t]he  provi- 
sions of  §  1.8  do  not  apply  to  the  time  periods  set  forth  in  this 
section"  and  §  1.703(f),  "[t]he  date  indicated  on  any  certificate 
of  mailing  or  transmission  under  §  1.8  shall  not  be  taken  into 
account  in  [a  patent  term  adjustment]  calculation." 

Recently,  many  applicants  had  experienced  substantial  de- 
lays in  delivery  of  their  correspondence  by  the  USPS  to  the 
Ofl&ce.  These  applicants  did  not  wish  to  wait  until  the  appli- 
cation is  held  to  be  abandoned  before  notifying  the  Office  of 
the  previous  mailing,  or  transmitting,  of  the  correspondence 
and  supplying  a  duplicate  copy  of  the  correspondence  and 
requisite  statement  in  accordance  with  §  1.8(b)(3). 

Under  the  proposed  amendment  to  §  1.8(b),  in  the  event  that 
correspondence  is  considered  timely  filed  by  being  mailed  or 
transmitted  in  accordance  with  §  1.8(a),  but  not  received  in  the 
Office  after  a  reasonable  amount  of  time  has  elapsed  (e.g., 
more  than  one  month  from  the  time  the  correspondence  was 
mailed),  the  applicants  would  not  be  required  to  wait  until  the 
end  of  the  maximum  extendable  period  for  reply  set  in  a  prior 
Office  action  (for  the  Office  to  hold  the  application  to  be 
abandoned)  before  informing  the  Office  of  the  previous  sub- 
mitted correspondence  and  supplying  a  duplicate  copy  and 
requisite  statement.  Thus,  filing  a  petition  to  withdraw  the 
holding  of  abandonment  would  not  be  necessary  in  such 
circumstance.  The  proposed  amendment  to  §  1.8(b)  would 
provide  applicants  an  expedited  procedure  in  resolving  sub- 
stantial delayed  mail  problems. 

Before  notifying  the  Office  of  a  previously  submitted 
correspondence  that  is  not  received  by  the  Office,  applicants 
are  encouraged  to  check  the  Patent  Application  Information 
Retrieval  (PAIR)  System  (which  can  be  accessed  over  the 
Office's  Internet  Web  site  at  http://frwebgate.access.gpo.gov/ 
cgi-bin/leaving.cgi?from= 

leavingFR.html&log=Unklog&to=http://pair.uspto.gov)  to  see 
if  the  correspondence  has  been  entered  into  the  application  file. 
The  PAIR  system  is  a  system  which  enables  applicants  to 
access  the  Office's  electronic  records  for  a  patent  application  or 
patent.  Private  PAIR  is  available  to  applicants  who  have  a 
customer  number  associated  with  the  correspondence  address 
for  an  application  and  who  have  acquired  the  access  software 
(Entrust  Direct  Software  and  a  PKI  certificate).  Applicants  may 
contact  the  Electronic  Business  Center  (EBC)  at  (703)  305- 
3028  for  more  information  on  PAIR. 

The  proposal  that  §  1.8(b)  be  revised  to  more  appropriately 
set  forth  the  §  1.957(c)  consequences  of  a  failure  to  respond  in 
an  inter  partes  reexamination  is  necessary  to  clarify  that  the 


inter  partes  reexamination  prosecution  is  neither  terminated 
nor  concluded  where  the  patent  owner  fails  to  timely  respond 
to  an  Office  action,  and  claims  in  the  proceeding  remain 
patentable.  Rather,  an  Office  action  is  issued  to  thereby  permit 
the  third  party  requester  to  challenge  the  claims  found  patent- 
able. As  set  forth  in  §  1.957(c),  "[i]f  claims  are  found 
patentable  and  the  patent  owner  fails  to  file  a  timely  and 
appropriate  response  to  any  Office  action  in  an  inter  partes 
reexamination  proceeding,  further  prosecution  will  be  limited 
to  the  claims  found  patentable  at  the  time  of  the  failure  to 
respond,  and  to  any  claims  added  thereafter  which  do  not 
expand  the  scope  of  the  claims  which  were  found  patentable  at 
that  time"  (emphasis  added).  The  proposed  revision  accord- 
ingly would  apply  the  §  1.8(b)  remedy  to  an  inter  partes 
reexamination  prosecution  which  has  been  limited  as  to  further 
prosecution  under  §  1.957(c).  In  addition,  the  amendment  is 
intended  to  apply  to  the  §  1.957(a)  situation  where  the  third 
party  requester  files  an  untimely  comment,  notice  of  appeal  or 
brief  in  an  inter  partes  reexamination,  and  the  paper  would 
thus  be  refused  consideration  (to  thereby  limit  the  requester's 
prosecution)  if  not  for  the  operation  of  the  §  1.8(b)  remedy. 

Section  1.10:  Section  1.10  is  proposed  to  be  amended  to  add 
paragraphs  (g),  (h),  and  (i)  to  address  the  effects  of  interrup- 
tions or  emergencies  in  USPS  "Express  Mail"  service.  For 
example,  Friday,  November  16,  2()01,  the  USPS  issued  a 
memorandum  temporarily  and  immediately  suspending  "Ex- 
press Mail"  service  to  Washington  DC  zip  codes  202xx 
through  205xx.  The  suspension  included  service  to  the  zip 
code  for  certain  correspondence  mailed  to  the  Office  (20231). 

Applicants  frequently  rely  on  the  benefits  under  §  1.10  to 
obtain  a  particular  filing  date  for  a  new  application.  The  filing 
date  accorded  to  an  application  is  often  critical.  For  example, 
applicants  who  do  not  file  their  apphcations  in  the  United 
States  within  one  year  from  when  their  invention  was  first 
described  in  a  printed  publication  or  in  public  use  or  on  sale  in 
this  country  are  not  entitled  to  a  patent.  (See  35  U.S.C.  102(b)). 
Furthermore,  to  be  able  to  claim  the  benefit  of  a  provisional 
application  or  to  claim  priority  to  a  foreign  application,  the 
nonprovisional  application  claiming  benefit  or  priority  must  be 
filed  within  one  year  from  the  filing  of  the  provisional 
application  or  foreign  application,  respectively.  Therefore,  the 
means  by  which  applicants  may  remedy  the  effects  of  an 
interruption  or  emergency  in  USPS  Express  Mail  service 
which  has  been  so  designated  by  the  Director  should  be 
specifically  addressed  in  the  rules  of  practice. 

The  Office  published  a  notice  on  October  9,  2001,  that 
provides  guidance  in  the  situations  in  which  a  post  office 
refuses  to  accept  the  deposit  of  mail  for  delivery  by  "Express 
Mail"  Service  and  situations  in  which  "Express  Mail"  is 
deposited  into  an  "Express  Mail"  drop  box  and  given  an 
incorrect  "date-in."  See  United  States  Postal  Serx'ice  Interrup- 
tion and  Emergency,  1251  Off.  Gaz.  Pat.  Office  55  (Oct.  9, 
2001).  The  procedure  for  where  the  USPS  refuses  to  accept  the 
deposit  of  mail  for  delivery  by  "Express  Mail"  as  contained  in 
the  notice,  however,  has  not  been  incorporated  into  the  rules  of 
practice. 

The  Offices' s  existing  framework  to  address  postal  emer- 
gencies is  detailed  in  §  1.6(e),  "Interruptions  in  U.S.  Postal 
Service."  Section  1.6(e)  provides  that  if  interruptions  or 
emergencies  in  the  USPS  which  have  been  so  designated  by 
the  Director  occur,  the  Office  will  consider  as  filed  on  a 
particular  date  in  the  Office  any  correspondence  which  is:  (1) 
Promptly  filed  after  the  ending  of  the  interruption  or  emer- 
gency; and  (2)  accompanied  by  a  statement  indicating  that  the 
correspondence  would  have  been  filed  on  that  particular  date  if 
it  were  not  for  the  designated  intenoiption  or  emergency  in  the 
USPS. 

The  provisions  of  §  1.6(e)  are  more  appropriate  in  §  1.10 
since  "Express  Mail"  is  the  only  means  by  which  correspon- 
dence can  be  accorded  a  filing  date  other  than  the  actual  date 
of  receipt  in  the  Office.  Thus,  the  provisions  of  §  1.6(e)  are 
proposed  to  be  transferred  to  §  1.10  along  with  some  changes. 
Proposed  §  1.10(g)  and  (h)  specifically  address  situations  in 
which  "Express  Mail"  is  returned  or  refused  by  the  USPS. 
Proposed  §  l.lO(i)  is  similar  to  §  1.6(e)  and  addresses 
situations  where  there  is  a  designated  interruption  or  emer- 
gency in  "Express  Mail"  service. 
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Section  §  1 .10(g)  is  proposed  to  be  added  to  provide  that  any 
person  who  attempts  to  file  correspondence  by  "Express  Mail" 
that  was  returned  by  the  USPS  may  petition  the  Director  to 
consider  the  correspondence  as  filed  on  a  particular  date  in  the 
Office.  The  petition  must  be  filed  prompdy  after  the  person 
becomes  aware  of  the  return  of  the  correspondence  and  the 
number  of  the  "Express  Mail"  maihng  label  must  have  been 
placed  on  the  paper(s)  or  fee(s)  that  constitute  the  correspon- 
dence prior  to  the  original  mailing  by  "Express  Mail."  The 
petition  must  also  include  the  original  correspondence  or  a 
copy  of  the  original  correspondence  showing  the  number  of  the 
"Express  Mail"  mailing  label  thereon  and  a  copy  of  the 
"Express  Mail"  mailing  label  showing  the  "date-in."  Further- 
more, the  petition  must  include  a  statement,  which  establishes 
to  the  satisfaction  of  the  Director,  the  original  deposit  of  the 
correspondence  and  that  the  correspondence  or  the  copy  is  the 
original  correspondence  or  a  true  copy  of  the  correspondence 
originally  deposited  with  the  USPS  on  the  requested  filing 
date. 

Section  1.10(h)  is  proposed  to  be  added  to  provide  that  any 
person  who  attempts  to  file  correspondence  by  "Express  Mail" 
that  was  not  accepted  by  the  USPS  may  petition  the  Director  to 
consider  the  correspondence  as  filed  on  a  particular  date  in  the 
Office.  The  petition  must  be  filed  promptly  after  the  person 
becomes  aware  of  the  refusal  of  the  correspondence  and  the 
number  of  the  "Express  Mail"  mailing  label  must  have  been 
placed  on  the  paper(s)  or  fee(s)  that  constitute  the  correspon- 
dence prior  to  the  attempted  mailing  by  "Express  Mail."  The 
petition  must  also  include  the  original  correspondence  or  a 
copy  of  the  original  correspondence  showing  the  number  of  the 
"Express  Mail"  mailing  label  thereon.  In  addition,  the  petition 
must  include  a  statement  by  the  person  who  originally  at- 
tempted to  deposit  the  correspondence  with  the  USPS  which 
establishes,  to  the  satisfaction  of  the  Director,  the  original 
attempt  to  deposit  the  correspondence  and  that  the  correspon- 
dence or  the  copy  is  the  original  correspondence  or  a  true  copy 
of  the  correspondence  originally  attempted  to  be  deposited 
with  the  USPS  on  the  requested  filing  date. 

Section  1.1 0(i)  is  proposed  to  be  added  to  provide  that  any 
person  attempting  to  file  correspondence  by  "Express  Mail" 
who  was  unable  to  deposit  the  correspondence  with  the  USPS 
due  to  an  interruption  or  emergency  in  "Express  Mail"  service 
which  has  been  so  designated  by  the  Director,  may  petition  the 
Director  to  consider  such  correspondence  as  filed  on  a  particu- 
lar date  in  the  Office.  This  material  is  proposed  to  be 
transferred  from  §  1.6.  The  petition  must  be  filed  in  a  manner 
designated  by  the  Director  promptly  after  the  person  becomes 
aware  of  the  designated  interruption  or  emergency  in  "Express 
Mail"  service.  The  petition  must  also  include  the  original 
correspondence  or  a  copy  of  the  original  correspondence,  and 
a  statement  which  establishes,  to  the  satisfaction  of  the 
Director,  that  the  correspondence  would  have  been  deposited 
with  the  USPS  but  for  the  designated  interruption  or  emer- 
gency in  "Express  Mail"  service,  and  that  the  correspondence 
or  copy  of  the  correspondence  is  the  original  correspondence 
or  a  true  copy  of  the  correspondence  originally  attempted  to  be 
deposited  with  the  USPS  on  the  requested  filing  date. 

Proposed  §  l.lO(i)  requires  the  Director  to  designate  an 
interruption  or  emergency  in  "Express  Mail"  service.  It  is 
envisioned  that  in  the  notice  designating  the  interruption  or 
emergency  the  Director  would  provide  guidance  on  the  manner 
in  which  petitions  under  proposed  §  1.1 0(i)  should  be  filed. 
This  is  similar  to  what  occurred  when  "Express  Mail"  was 
suspended  in  November  of  2001,  when  applicants  were  ad- 
vised that  if  the  USPS  refused  to  accept  correspondence  for 
delivery  to  the  Office  by  "Express  Mail"  they  should  mail  the 
correspondence  by  registered  or  first  class  mail  with  a  state- 
ment by  the  person  who  originally  attempted  to  deposit  the 
correspondence  with  the  USPS  by  "Express  Mail." 

Section  1.14;  Section  1.14(h)(1)  is  proposed  to  be  amended 
to  refer  to  the  petition  fee  set  forth  in  §  1.17(g)  for  consistency 
with  the  change  to  §  1.17.  See  discussion  of  §  1.17. 

Section  1.17:  Section  1.17  is  proposed  to  be  amended  to 
adjust  petition  fees  to  more  accurately  reflect  the  Office's  cost 
of  treating  petitions.  The  petitions  whose  fees  are  currently 
provided  for  in  §  1.17(h)  are  outside  the  scope  of  the  usual 
processing  of  patent  applications  provided  for  in  35  U.S.C. 
41(a)  and  (b).  The  Office  is  directed  by  35  U.S.C.  41(d)  to  set 


fees  for  services  not  set  under  35  U.S.C.  41(a)  or  (b)  so  as  to 
recover  the  average  costs  of  performing  the  processing  or 
service. 

The  Office  has  conducted  an  activity-based-accounting  cost 
(ABC)  analysis  of  the  Office's  cost  of  treating  the  various 
petitions  enumerated  under  §  1.17(h)  based  on  current  prac- 
tices and  staffing  costs.  The  Office  has  determined  that  the 
petition  fee  set  forth  in  §  1.17(h)  does  not  recover  the  Office's 
costs  of  treating  petitions  for  a  number  of  the  types  of  petitions 
enumerated  under  §  1.17(h).  The  Office  has  also  determined 
that  there  is  a  significant  difference  in  the  Office's  costs  for 
treating  the  various  types  of  petitions  enumerated  under  § 
1.17(h).  Therefore,  the  Office  is  proposing  to  separate  the 
petitions  enumerated  under  §  1.17(h)  into  three  groups,  and  to 
charge  separate  petition  fees  for  each  of  these  three  groups  of 
petitions,  which  petition  fees  will  more  accurately  reflect  the 
cost  of  treating  petitions  in  these  three  groups. 

The  first  group  of  petitions  will  be  covered  by  a  new  § 
1.17(f),  which  will  specify  a  petition  fee  of  $400.  The  petitions 
in  this  group  are:  (1)  Petitions  under  §  1.53(e)  to  accord  a  filing 
date;  (2)  petitions  under  §  1.57(a)  to  accord  a  filing  date;  (3) 
petitions  under  §  1 . 1 82  for  decision  on  a  question  not  specifi- 
cally provided  for;  (4)  petitions  under  §  1.183  to  suspend  the 
rules;  (5)  petitions  under  §  1.378(e)  for  reconsideration  of 
decision  on  petition  refusing  to  accept  delayed  payment  of 
maintenance  fee  in  an  expired  patent;  (6)  petitions  under  § 
1.644(e)  in  an  interference;  (7)  petitions  under  §  1.644(f)  for 
requesting  reconsideration  of  a  decision  on  petition  in  an 
interference;  (8)  petitions  under  §  1.666(b)  for  access  to  an 
interference  settlement  agreement;  (9)  petitions  under  § 
1.666(c)  for  late  filing  of  an  interference  settlement  agreement; 
and  (10)  petitions  under  §  1.741(b)  to  accord  a  fifing  date  to  an 
application  under  §  1.740  for  extension  of  a  patent  term. 
Petitions  in  this  first  group  require  analysis  of  complex  and 
unique  factual  situations  and  evidentiary  showings.  Often  a 
petition  in  this  group  will  involve  an  issue  of  first  impression 
requiring  review  and  approval  of  a  course  of  action  by  senior 
Office  officials. 

The  second  group  of  petitions  will  be  covered  by  a  new  § 
1 .17(g),  which  will  specify  a  petition  fee  of  $200.  The  petitions 
in  this  group  are:  (1)  Petitions  under  §  1.12  for  access  to  an 
assignment  record;  (2)  petitions  under  §  1.14  for  access  to  an 
application;  (3)  petitions  under  §  1.47  for  filing  by  other  than 
all  the  inventors  or  a  person  not  the  inventor;  (4)  petitions 
under  §  1.59  for  expungement  of  information;  (5)  petitions 
under  §  1.103(a)  to  suspend  action  in  an  application;  (6) 
petitions  under  §  1.136(b)  to  review  requests  for  extension  of 
time  when  the  provisions  of  section  1.136(a)  are  not  available; 
(7)  petitions  under  §  1.138(c)  to  expressly  abandon  an  appU- 
cation  to  avoid  publication;  (8)  petitions  under  §  1.295  for 
review  of  refusal  to  publish  a  statutory  invention  registration; 
(9)  petitions  under  §  1.296  to  withdraw  a  request  for  publica- 
tion of  a  statutory  invention  registration  filed  on  or  after  the 
date  the  notice  of  intent  to  publish  issued;  (10)  petitions  under 
§  1.377  for  review  of  decision  refusing  to  accept  and  record 
payment  of  a  maintenance  fee  filed  prior  to  expiration  of  a 
patent;  (11)  petitions  under  §  1.550(c)  for  patent  owner 
requests  for  extension  of  time  in  ex  parte  reexamination 
proceedings;  (12)  petitions  under  §  1.956  for  patent  owner 
requests  for  extension  of  time  in  inter  partes  reexamination 
proceedings;  (13)  petitions  under  §  5.12  for  expedited  handling 
of  a  foreign  filing  license;  (14)  petitions  under  §  5.15  for 
changing  the  scope  of  a  license;  and  (15)  petitions  under  §  5.25 
for  a  retroactive  license.  Petitions  in  this  second  group  also 
require  analysis  of  factual  situations  and  evidentiary  showings; 
however,  the  factual  situations  and  evidentiary  showings  for 
this  second  group  of  petitions  often  fall  into  recognizable 
patterns.  On  occasion,  however,  a  petition  in  this  second  group 
will  involve  an  issue  of  first  impression  requiring  review  and 
approval  of  a  course  of  action  by  senior  Office  officials. 

The  third  group  of  petitions  will  be  covered  by  §  1.17(h), 
which  will  continue  to  specify  a  petition  fee  of  $130.  The 
petitions  in  this  group  are;  (1)  Petitions  under  §  1.19(h)  to 
request  documents  in  a  form  other  than  that  provided  in  this 
part;  (2)  petitions  under  §  1.84  for  accepting  color  drawings  or 
photographs;  (3)  petitions  under  §  1.91  for  entry  of  a  model  or 
exhibit;  (4)  petitions  under  §  1.102(d)  to  make  an  application 
special;  (5)  §  1.313  to  withdraw  an  application  from  issue;  and 
(6)  petitions  under  §  1.314  to  defer  issuance  of  a  patent. 
Petitions  in  this  third  group  require  review  for  compliance  with 
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the  applicable  procedural  requirements,  but  do  not  often 
require  analysis  of  varied  factual  situations  or  evidentiary 
showings. 

Section  1.1 7(i)  is  proposed  to  be  amended  to  provide  a 
processing  fee  so  that  replacement  drawings  submitted  within 
the  period  set  forth  in  §  1.215(a)  can  be  included  in  any  patent 
application  publication.  This  will  replace  the  current  require- 
ment for  a  petition  fee  under  §  1.17(h)  for  the  petition  under  § 
1.182  which  is  required  for  such  replacement  drawings  to  be 
accepted  for  inclusion  in  any  patent  application  publication. 
See  Drawings  in  Patent  Application  Publications  and  Patents, 
1242  Off.  Gaz.  Pat.  Office  114  (Jan.  16,  2001).  See  also  a 
conforming  amendment  to  §  1.215(a). 

Sections  1.17(1)  and  (m)  are  proposed  to  be  revised  to  make 
it  clear  that  the  reexamination  proceeding  is  not  terminated 
under  §§  1.550(d)  or  1.957(b),  but  rather  the  prosecution  of  the 
reexamination  is  concluded  under  §  1.550(d)  or  1.957(b).  See 
the  discussion  below  as  to  the  amendment  of  §  1.550  for  the 
rationale  for  this  change. 

Section  1.19:  Section  1.19  is  proposed  to  be  amended  to 
clarify  that  copies  of  documents  may  be  provided  in  whole,  or 
in  part,  in  electronic  image  form  at  the  Office's  option. 
Additionally,  §  1.19(b)  is  proposed  to  be  amended  to  provide 
how  copies  of  Image  File  Wrapper  (IFW)  contents  are  to  be 
charged.  Further,  it  is  proposed  to  eliminate  the  seven-day 
requirement  of  §  1.19(b)(1)  for  processing  copy  requests,  and 
to  eliminate  the  phrase  "that  were  submitted  in  electronic  form 
on  a  physical  media"  from  §  1.19(b)(3).  Paragraphs  (g)  and  (h) 
would  be  added  to  provide  for  supplying  copies  of  unscanned 
documents  and  to  provide  for  a  petition  to  obtain  copies  of 
documents  in  a  form  other  than  provided  for  in  the  rules  of 
practice. 

In  view  of  the  ever-increasing  (paper)  submissions,  many  of 
the  Office  official  records  need  to  be,  and  are  going  to  be, 
stored  and  maintained  in  electronic  form.  As  a  result  of  the 
Office's  migration  to  electronic  storage  of  documents,  espe- 
ciaUy  for  voluminous  documents,  the  Office  proposes  amend- 
ing §  1.19  to  reflect  that  the  Office  may,  at  its  option,  provide 
copies  of  documents  where  the  copy  is  in  electronic  form  on 
compact  disc.  Requests  for  voluminous  documents  can  be 
economically  provided  in  an  expedited  time  frame  without 
degrading  service  to  other  users  if  copies  are  furnished  on 
compact  disc.  Requests  for  documents  in  other  forms  that 
would  impair  service  to  other  users  would  be  decided  on  a 
case-by-case  basis  as  provided  in  new  §  1.19(h). 

Section  1.19(b)  is  proposed  to  be  amended  in  view  of  the 
current  migration  of  Office  records  from  paper  file  wrappers  to 
their  electronic  image  equivalent  with  the  image  file  wrapper 
(IFW)  system  as  the  repository  of  official  Office  records.  See 
USPTO  Announces  Prototype  of  Image  Processing,  1265  Off. 
Gaz.  Pat.  Office  87  (Dec.  17,  2002),  and  See  Changes  To 
Implement  Electronic  Maintenance  of  Official  Patent  Applica- 
tion Records,  68  FR  38611  (June  30,  2003).  The  instant 
proposed  rule  change  clarifies  how  copies  of  IFW  contents  are 
to  be  charged,  as  the  current  rule  would  otherwise  not  provide 
a  way  for  the  public  to  obtain  copies  given  the  absence  of  a 
paper  file  wrapper  for  the  Office  to  copy  when  IFW  replaces 
the  paper  file  wrapper  as  the  source  of  copies. 

Sections  1.19(b)(1)  and  (2)  are  proposed  to  be  amended  to 
reflect  the  change  to  IFW  from  paper  file  wrappers.  Currently 
when  documents  are  submitted  to  the  Office  in  paper  or  on 
compact  disc,  copies  of  a  file  wrapper  and  documents  con- 
tained therein  may  be  made  from  the  original  paper  or  compact 
disc  submission.  If  a  scanned  image  is  used  to  make  copies  of 
an  application  as  originally  filed,  the  scanned  image  corre- 
sponds to  a  paper  file  wrapper.  In  the  future,  there  will  be  no 
paper  file  wrapper  corresponding  to  scanned  image  files  in  the 
IFW  System.  As  the  Office  uploads  its  records  to  the  IFW 
system,  the  instant  proposed  change  will  permit  the  Office  to 
supply  to  the  public  copies  of  Office  documents  directly  from 
the  IFW  system  regardless  of  format  and  media  of  the  initial 
submission  (e.g.,  paper,  electronic,  or  compact  disc).  After 
uploading  into  IFW,  the  original  submission  may  not  be 
retained  or  be  in  an  easily  retrievable  form  for  copying. 

The  existing  §  1.19(b)(1)  and  (2)  do  not  provide  for 
supplying  copies  of  the  non-paper  portion  of  a  file  wrapper 
(e.g.,  compact  discs).  Under  the  current  practice,  for  example. 


copies  of  compact  discs  associated  with  a  file  wrapper  must  be 
ordered  under  existing  §  1.19(b)(3)  and  are  not  provided  with 
an  order  under  existing  §  1.19(b)(1)  or  1.19(b)(2).  Nothing  in 
these  proposed  rule  changes  will  change  this  practice.  Simi- 
larly, any  materials  not  in  the  IFW  portion  of  a  file  wrapper 
(e.g.,  blueprints,  microfiche,  and  video  cassettes)  are  not 
included  in  these  current  sections  or  as  proposed  to  be 
amended.  To  the  extent,  however,  that  documents  may  be 
uploaded  from  compact  discs  to  be  part  of  an  IFW,  those 
documents  will  be  included  with  the  IFW  copy.  In  the  event  the 
Office  cannot  fill  an  order  solely  from  the  IFW,  and  must 
complete  an  order  in  part  by  copying  paper  files  or  compact 
discs,  the  fees  of  §  1.19(b)(2)(i)  for  pages  over  400  will  apply 
to  any  copies  made  from  paper  files,  except  those  provided  for 
under  §  1.19(g)  (e.g.,  blueprints),  in  which  case  the  fee  of  § 
1.19(g)  will  apply,  and  the  fee  for  compact  disc  copies  under  § 
1.19(b)(3)  will  apply  to  the  copies  of  compact  discs. 

Patent  applications  and  patents  will  normally  reference  any 
compact  discs  that  are  a  part  of  the  application  specification. 
The  public  should  therefore  review  the  specification  to  deter- 
mine if  an  order  for  compact  discs  should  be  included  with  an 
order  to  obtain  the  contents  of  an  application  or  file  wrapper. 
Other  materials  associated  with  a  file  wrapper  (e.g.,  blueprints, 
video  cassettes,  compact  discs  exhibits  not  part  of  the  specifi- 
cation) are  not  referenced  in  the  specification  of  an  application 
or  patent.  The  Office  does  not  maintain  an  index  of  other 
materials  associated  with  any  specific  file  wrapper. 

Accordingly,  the  public  should  carefully  review  the  contents 
of  a  file  wrapper  to  determine  if  other  materials  associated  with 
a  file  wrapper  need  to  be  separately  ordered. 

Customers  will  not  be  able  to  select  the  source  for  docu- 
ments under  §  1.19(b)(1)  and  (2)  for  filling  an  order. 

The  Oflice's  experience  with  providing  copies  from  an 
image  system  is  that  it  is  faster  than  providing  copies  from 
paper  and  it  allows  the  Office  to  provide  copies  for  regular 
orders  with  the  same  speed  as  expedited  service.  The  service  is 
also  cheaper  for  the  public  so  that  excess  page  fees  can  be 
eliminated  in  most  cases.  The  Office  is  considering  charging  a 
single  fee  for  copies  made  from  the  IFW  to  recover  an  average 
cost  and  limiting  the  additional  fee  of  §  1.19(b)(2)(ii)  to  paper 
copy  non-IFW  documents  rather  than  actual  cost  depending  on 
size,  if  public  comment  is  favorable.  The  Office  believes  public 
comment  should  be  favorable  because  it  will  result  in  lower 
overall  costs  to  the  public  and  faster  service.  Lowered  costs  to 
the  public  and  the  Office  occur  because  there  will  not  need  to 
be  separate  analysis  and  billing  of  the  number  of  pages  and 
excess  pages  copied.  Faster  service  will  occur  because  the 
Office  will  not  have  to  delay  orders  while  additional  charges 
for  excess  pages  are  processed.  Also,  since  the  Office  can 
provide  the  copies  within  a  short  period  of  time  which  would 
be  faster  than  a  seven-day  service,  at  the  same  fee,  it  is 
proposed  to  remove  the  references  to  the  slower  non-expedited 
service,  i.e.,  "seven-day." 

Section  1.19(b)(3)  is  proposed  to  be  amended  by  revising 
"on  compact  disc"  to  "in  electronic  form  on  a  physical  media" 
so  that  documents  submitted  on  electronic  forms  other  than 
compact  discs  may  be  made  available  on  compact  disc  for  the 
same  fee  as  documents  submitted  on  compact  disc. 

Section  1.19(g)  is  proposed  to  be  added  to  provide  for 
copying  material  that  is  not  image  scanned.  Materials  such  as 
large  blueprints,  microfiche,  and  video  cassettes  cannot  be 
scanned  as  electronic  image  equivalents,  and  an  average  cost 
for  pricing  cannot  be  computed  in  advance,  because  the 
demand  for  such  copies  is  so  infrequent.  The  Office  proposes 
to  charge  the  actual  cost  of  copying  of  these  materials. 

Section  1.19(h)  is  proposed  to  provide  for  a  mechanism  for 
requesting  copies  of  documents  in  a  form  other  than  that 
normally  provided  by  the  Office.  The  copies  would  be  pro- 
vided at  cost.  For  example,  a  copy  of  an  application  so 
voluminous  that  it  required  many  boxes  of  compact  discs 
might  be  requested  under  this  part  on  some  other  media  such 
as  DVD  media  instead  of  compact  discs.  Petitions  would  be 
decided  under  this  section  based  upon  the  ability  of  the  Office 
to  provide  the  requested  service  and  the  adverse  impact  to  the 
Office  and  the  public  from  diverting  resources  to  fulfilling  the 
order. 
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Section  1.27:  Section  1.27  is  proposed  to  be  amended  to 
make  certain  clarifying  changes.  The  proposed  changes  would 
clarify  that:  (1)  A  security  interest  held  by  a  large  entity  would 
not  be  a  suflScient  interest  to  bar  entitlement  to  small  entity 
status;  (2)  the  requirements  for  small  business  concerns  regard- 
ing transfer  of  rights  and  the  size  standards  of  the  Small 
Business  Administration  are  additive;  and  (3)  business  con- 
cerns are  not  precluded  from  claiming  small  entity  status 
merely  because  they  are  located  in  or  operate  primarily  in  a 
foreign  country. 

Section  1.27  is  proposed  to  be  amended  to  revise  paragraphs 
(a)(1),  (a)(2)(i),  and  (a)(3)(i)  to  change  "obligation "  to  "cur- 
rently enforceable  obligation."  Questions  have  arisen  as  to 
whether  a  security  interest  in  an  application  or  patent  held  by 
a  large  entity  is  a  sufficient  interest  to  prohibit  claiming  small 
entity  status.  For  example,  an  applicant  or  patentee  may  take 
out  a  loan  from  a  banking  institution  and  the  loan  may  be 
secured  with  rights  in  a  patent  application  or  patent  of  the 
applicant  or  patentee,  respectively.  The  granting  of  such  a 
security  interest  to  the  banking  institution  is  not  a  currently 
enforceable  obligation  to  assign,  grant,  convey,  or  license  any 
rights  in  the  invention  to  the  banking  institution.  Only  if  the 
loan  is  defaulted  upon  will  the  security  interest  cause  a  transfer 
of  rights  in  the  application  or  patent  to  the  banking  institution. 
Thus,  where  the  banking  institution  is  a  large  entity,  the 
applicant  or  patentee  would  not  be  prohibited  from  claiming 
small  entity  status  merely  because  the  banking  institution  has 
been  granted  a  security  interest,  but  if  the  loan  is  defaulted 
upon,  there  would  be  a  loss  of  entitlement  to  small  entity 
status.  Pursuant  to  §  1.27(g),  notification  of  the  loss  of 
entitlement  would  need  to  be  filed  in  the  application  or  patent 
prior  to  paying,  or  at  the  time  of  paying,  the  earliest  of  the  issue 
fee  or  any  maintenance  fee  due  after  the  date  on  which  small 
entity  status  is  no  longer  appropriate.  The  proposed  change  to 
paragraphs  (a)(1),  (a)(2)(i),  and  (a)(3)(i)  is  intended  to  clarify 
that  the  obligation  to  assign,  grant,  convey,  or  license  any 
rights  in  the  invention  must  be  a  currently  enforceable  obliga- 
tion and  thus  a  security  interest  in  an  application  or  patent  held 
by  a  large  entity  would  not  be  a  sufficient  interest  to  bar 
entitlement  to  small  entity  status.  The  proposed  change  would 
not  result  in  any  change  to  the  standards  for  determining 
entitlement  to  small  entity  status. 

A  few  additional  examples  will  further  clarify  when  small 
entity  status  is  or  is  not  appropriate. 

Example  1:  On  January  2,  2002,  an  application  is  filed  with 
a  written  assertion  of  small  entity  status  and  the  small  entity 
filing  fee  is  paid.  Applicant  is  entitled  to  claim  small  entity 
status  when  the  application  is  filed.  Thereafter,  the  application 
is  allowed  and  the  small  entity  issue  fee  is  timely  paid  on 
October  1,  2002.  On  October  2,  2002,  appUcant  signs  a  license 
agreement  licensing  rights  in  the  invention  to  a  large  entity.  On 
October  1 ,  2002,  applicant  had  not  transferred  any  rights  in  the 
invention,  and  was  under  no  obligation  to  transfer  any  rights  in 
the  invention,  to  any  other  party  who  would  not  qualify  for 
small  entity  status.  The  payment  of  the  small  entity  issue  fee 
would  be  proper  as  long  as  the  applicant  was  under  no 
obligation  on  October  1,  2002,  to  sign  the  license  agreement 
with  the  large  entity. 

Example  2:  An  applicant,  who  would  otherwise  qualify  for 
small  entity  status,  executes  an  agreement  with  a  large  entity. 
The  agreement  requires  the  applicant  to  assign  a  patent 
application  to  the  large  entity  sixty  days  after  the  application  is 
filed.  Thereafter,  the  application  is  filed.  Since  the  applicant  is 
under  an  existing  obligation  to  assign  the  application  to  a  large 
entity,  applicant  would  not  be  entitled  to  claim  small  entity 
status.  Applicant  would  need  to  pay  the  large  entity  filing  fee 
even  though  the  actual  assignment  of  the  application  to  the 
large  entity  may  not  occur  until  after  the  date  of  payment  of  the 
filing  fee. 

Furthermore,  §  1.27  is  proposed  to  be  amended  to  change 
the  period  at  the  end  of  paragraph  (a)(2)(i)  to  ";  and"  to  clarify 
that  paragraphs  (a)(2)(i)  and  (a)(2)(ii)  are  additive  require- 
ments and  a  party  seeking  to  qualify  as  a  small  business  must 
meet  both  requirements  as  to  transfer  of  rights  and  Small 
Business  Administration  requirements. 

Section  1.27(a)(2)(ii)  is  proposed  to  be  amended  to  change 
"[m]eets  the  standards  set  forth  in  13  CFR  part  121"  to 
"[m]eets  the  size  standards  set  forth  in  13  CFR  121.801 
through  121.805  to  be  eligible  for  reduced  patent  fees." 


Questions  have  also  arisen  as  to  whether  a  small  business 
concern  must  have  a  place  of  business  located  in  the  United 
States,  and  operate  primarily  within  the  United  States  or  make 
a  significant  contribution  to  the  United  States  economy 
through  the  payment  of  taxes  or  use  of  American  products, 
materials  or  labor  (13  CFR  121.105)  to  be  eligible  to  pay 
reduced  patent  fees  under  35  U.S.C.  41(h).  When  the  provi- 
sions of  35  U.S.C.  41(h)  (Public  Law  97-247,  96  Stat.  317 
(1982))  were  implemented  in  1982,  a  suggestion  that  foreign 
concerns  not  be  eligible  to  pay  reduced  patent  fees  under  35 
U.S.C.  41(h)  was  considered  and  rejected  because  excluding 
foreign  concerns  would  violate  United  States  treaties  in  the 
patent  area.  See  Definition  of  Small  Business  for  Paying 
Reduced  Patent  Fees  Under  Title  35,  United  States  Code,  47 
FR  43272  (Sept.  30,  1982),  1023  Off.  Gaz.  Pat.  Office  27  (Oct. 
19,  1982)  (final  rule).  Specifically,  a  provision  that  foreign 
concerns  are  not  eligible  to  pay  reduced  patent  fees  under  35 
U.S.C.  41(h)  would  violate  Article  2  of  the  Paris  Convention 
for  the  Protection  of  Industrial  Property,  which  provides  that 
nationals  of  any  Paris  Convention  country  shall,  as  regards  the 
protection  of  industrial  property,  enjoy  in  all  the  other  Paris 
Convention  countries  the  advantages  that  their  respective  laws 
grant  to  nationals  of  that  country.  Therefore,  a  business 
concern  which  meets  the  small  business  requirements  set  forth 
m  13  CFR  121.801  through  121.805  and  complies  with 
applicable  Office  procedures  is  and  continues  to  be  eligible  to 
pay  reduced  patent  fees  under  35  U.S.C.  41(h),  even  if  the 
business  concern  is  located  in  or  operates  primarily  in  a  foreign 
country. 

Section  1.47:  Section  1.47(a)  and  (b)  are  proposed  to  be 
amended  to  refer  to  the  petition  fee  set  forth  in  §  1.17(g)  for 
consistency  with  the  change  to  §  1.17.  See  discussion  of  § 
1.17. 

Section  1.52:  Section  1.52,  paragraphs  (b)(l)(ii),  (b)(2)(ii), 
(d)(1)  and  (e),  are  proposed  to  be  amended. 

Section  1.52,  paragraphs  (b)(l)(ii)  and  (d)(1)  are  proposed 
to  be  amended  to  require  that  the  statement  that  the  translation 
is  accurate  be  signed  by  the  individual  who  made  the  transla- 
tion. The  Office  has  received  a  number  of  inquiries  as  to  who 
may  sign  the  statement,  and  has  decided  that  it  is  appropriate 
to  include  the  requirement  that  the  signature  required  is  that  of 
the  translator  into  the  rules  of  practice.  See  also  the  proposed 
amendments  to  §  1.55(a)(4),  1.69(b)  and  1.78(a)(5)(iv).  The 
requirement  that  the  person  who  made  the  translation  sign  the 
statement  that  tlie  translation  is  accurate  is  consistent  with 
current  §  3.26.  Currently,  anyone,  including  practitioners,  who 
would  have  sufficient  knowledge  concerning  the  accuracy  of 
the  translation  to  comply  with  the  averments  of  §  1 .4(d)(2)  and 
10.18  may  sign  the  accuracy  statement  regarding  the  transla- 
tion. As  a  result,  translations  are  being  received  by  the  Office 
accompanied  by  statements  signed  by  practitioners  stating  that 
the  translations  are  believed  to  be  accurate  "based  on  informa- 
tion and  belief."  Such  type  of  quahfication  by  a  party  unrelated 
and  several  parties  removed  from  the  one  doing  the  translation 
does  not  lend  itself  to  confidence  by  the  Office  that  care  has 
been  taken  with  the  translation.  Accordingly,  the  Office  be- 
lieves it  to  be  appropriate  to  require  the  party  doing  the  actual 
translation  to  make  the  statement  of  accuracy,  particularly  to 
ensure  that  the  translator  is  covered  by  §§  1.4(d)(2)  and  10.18. 

Section  1.52(b)(2)(ii)  is  proposed  to  be  revised  to  recom- 
mend that  the  font  size  of  text  be  at  least  a  font  size  of  12, 
which  is  approximately  0.166  inches  or  0.422  cm.  high. 
Section  1.52(b)(2)(ii)  currently  requires  that  the  text  be  in  a 
lettering  style  that  is  at  least  0.08  inches  high,  which  is  the  font 
size  set  forth  in  Patent  Cooperation  Treaty  (PCT)  Rule  11.9.  A 
font  size  of  only  0.08  inches  leads  to  difficulty  in  capturing  text 
with  optical  character  recognition  technology  and  may  not  be 
reproducible  as  required  by  §  1.52(a)(l)(v)  (and  PCT  Rule 
11.2(a)).  A  font  size  of  12  (0.422  cm.  or  0.166  inch  high)  is 
significantly  more  reproducible.  Accordingly,  §  1.52(b)(2)(ii) 
is  proposed  to  be  amended  to  indicate  a  preference  for  a  larger 
font  size.  See  §  1.58(c)  for  a  similar  change. 

Further,  §  1.52  is  proposed  to  be  amended  to  allow  greater 
flexibility  in  filing  tables  on  compact  disc,  so  that  compact  disc 
files  may  be  used  instead  of  paper  where  the  total  number  of 
pages  collectively  occupied  by  all  the  tables  in  an  application 
exceeds  100.  Also,  §  1.52  is  proposed  to  be  clarified  to  be 
consistent  with  tables  submitted  on  paper  as  to  what  constitutes 
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a  page.  Section  1.52  is  proposed  to  be  amended  to  recite  that 
CD-R  discs  should  be  finalized  so  that  they  are  closed  to 
further  writing. 

Section  1.52(e)(l)(iii)  is  proposed  to  be  amended  to  allow 
tables  of  any  size  on  compact  disc  if  the  total  number  of  pages 
of  tables  exceeds  100  pages.  Since  permitting  the  filing  of 
tables  on  compact  disc,  the  Office  has  received  voluminous 
applications  having  large  numbers  of  tables  that  were  under  50 
pages  in  length.  Applicantshave  indicated  that  it  would  be  less 
burdensome  fifing  these  small  tables  on  compact  disc.  Accord- 
ingly, the  rule  is  being  liberalized  while  balancing  the  conve- 
nience of  the  Office  and  the  pubfic  to  view  the  document  with 
the  least  burden  imposed  by  dual  media. 

Section  1.52(e)(l)(ni)  is  also  proposed  to  be  amended  to 
clarify  what  constitutes  an  electronic  page  so  as  to  detemiine 
compliance  with  the  50-  and  100-page  requirement  for  sub- 
mission of  tables  on  compact  disc. 

Further  clarification  is  proposed  to  be  provided  in  § 
1.52(e)(3)(i)  as  to  what  is  a  permanent  compact  disc.  Record- 
able compact  discs  can  be  made  for  recording  in  a  single 
recording  session  or  in  multiple  recording  sessions.  To  further 
assure  the  archival  nature  of  the  discs,  the  requirement  that 
recordable  discs  be  finalized  so  that  they  are  closed  to  further 
recording  is  proposed  to  be  added  to  §  1.52.  Further,  many 
older  CD-ROM  drives  and  audio  CD  players  have  compatibil- 
ity problems  with  un-finalized  CDs.  This  proposed  change  will 
ensure  that  the  public  and  the  Office  will  be  able  to  use 
identical  copies  of  any  CDs  filed  with  older  CD-ROM  drives. 

The  Office  is  actively  investigating  allowing  the  submission 
of  other  file  formats,  such  as  the  Continuous  Acquisition  and 
Life  Cycle  Support  (CALS)  XML  format,  in  addition  to  the 
current  ASCII  format.  Before  allowing  the  use  of  a  file  format, 
the  Office  must  verify  that  appUcants  will  have  the  tools  to 
create  files  easily  that  are  archivable  and  can  be  rendered  to  be 
viewable  both  by  the  Office  users  and  later  by  the  public  when 
the  appUcation  is  pubfished.  Problems  involving  file  size 
limitations,  software  display,  and  availability  of  adequate  table 
creation  software  are  delaying  implementation  at  this  time.  The 
Office  intends  to  broaden  §  1.52  to  allow  at  least  CALS  format 
tables  when  these  problems  are  resolved.  Technical  specifica- 
tions and  a  discussion  of  operability  issues  for  the  CALS  table 
format  may  be  found  at  the  OASIS,  i.e..  Organization  for  the 
Advancement  of  Structured  Information  Standards,  Web  site 
pages  http://frwebgate.access.gpo.gov/cgi-bin/ 
leaving. cgi?from=IeavingFR.html&log=linklog&to=http:// 
www,  oasis-open.org/cover/tr9502.html  and  http://frwebgate- 
.access. gpo.gov/cgi-bin/ 


linklog&to=http:// 


leaving. cgi?from=leavingFR.html&log= 
www.oasis-open.org/specs/a501.htm. 


The  Office  is  also  reviewing  the  acceptabifity  of  DVD 
media.  At  present,  there  are  several  different  types  of  record- 
able DVD  media  and  it  is  unclear  which  if  any  will  become  a 
standard  archivable  format.  Also,  the  Office  is  upgrading  its 
capabilities  to  include  the  ability  to  read  at  least  some  types  of 
DVD  media.  However,  it  does  not  appear  that  any  DVD 
readers  can  be  procured  that  will  be  able  to  read  all  of  the 
different  types  of  DVD  media  that  are  now  in  the  marketplace. 
The  Office  is  considering  allowing  submissions  on  at  least 
some  types  of  DVD  media  when  it  becomes  clear  which  types 
of  DVD  media  are  recognized  as  of  archivable  quality  and  are 
compatible  with  Office  hardware  and  software. 

Section  1.53:  Section  1.53(e)(2)  is  proposed  to  be  amended 
to  refer  to  the  petition  fee  set  forth  in  §  1.17(f)  for  consistency 
with  the  change  to  §  1.17.  See  discussion  of  §  1.17. 

Section  1.55:  Section  1.55(a)(l)(ii)  is  proposed  to  be 
amended  to  replace  "an  application  that  entered  the  national 
stage  from  an  international  application  after  compfiance  with 
35  U.S.C.  371"  with  "an  international  application  designating 
the  United  States"  (any  appUcation  that  enters  the  national 
stage  from  an  international  application  after  compfiance  with 
35  U.S.C.  371  is  also  an  "international  application  designating 
the  United  States").  While  section  4508  of  the  American 
Inventors  Protection  Act  of  1999  (AIPA)  as  originally  enacted 
did  not  make  the  eighteen-month  publication  amendments  to 
35  U.S.C.  119  and  120  applicable  to  an  international  applica- 
tion unless  and  until  it  enters  the  national  stage  under  35 
U.S.C.  371  (see  Public  Law  106-113,  113  Stat.  1501,  1501A- 


566  through  1501A-567  (1999)),  section  13205  of  Public  Law 
107-273  amended  section  4508  of  the  AIPA  to  make  the 
eighteen-month  publication  amendments  to  35  U.S.C.  119  and 
120  in  the  AIPA  also  applicable  during  the  international  stage 
of  an  international  application.  See  116  Stat.  1758,  1903 
(2002). 

Section  1.55(a)(1)  is  also  proposed  to  be  amended  to  add  a 
paragraph  (a)(l)(iii)  to  provide  that  if  an  application  claiming 
the  benefit  of  a  prior  foreign  application  meets  the  twelve- 
month fifing  period  requirement  in  35  U.S.C.  119(a)  only 
through  one  or  more  prior-  filed  nonprovisional  applications  or 
international  applications  designating  the  United  States  for 
which  a  benefit  is  claimed  under  35  U.S.C.  120,  121,  or  365(c) 
and  §  1.78(a),  each  such  prior-filed  application  must  also 
contain  a  claim  for  priority  in  compfiance  with  §  1.55  to  the 
prior  foreign  application.  35  U.S.C.  119(b)(1)  provides  that  an 
application  for  patent  is  not  enfitled  to  priority  under  35  U.S.C. 
119(a)-(d)  unless  a  claim  is  filed  in  the  Office  at  such  time 
during  the  pendency  of  the  application  as  required  by  the 
Director.  35  U.S.C.  119(b)(2)  also  provides  that  the  Director 
may  consider  the  failure  of  the  applicant  to  file  a  timely  claim 
for  priority  as  a  waiver  of  any  such  claim,  and  that  the  Director 
may  establish  procedures,  including  the  payment  of  a  sur- 
charge, to  accept  an  unintentionally  delayed  claim  under  35 
U.S.C.  119(a)-(d).  This  time  period  requirement  is  to  ensure 
that  priority  claims  under  35  U.S.C.  119(a)-(d)  are  presented  in 
sufficient  time  to  permit  publication  of  the  application  at 
eighteen  months  from  the  earliest  claimed  priority  date  under 
35  U.S.C.  119(a)-(d).  See  145  Cong.  Rec.  S14,708,  S14,719 
(1999)  (daily  ed.  Nov.  17,  1999)  (the  Conference  Report  for 
H.R.  3194,  106th  Cong.,  1st.  Sess.  (1999),  which  resulted  in 
Public  Law  106-113,  does  not  contain  any  discussion  (other 
than  the  incorporated  language)  of  S.  1948;  however,  a 
section-by- section  analysis  of  S.  1948  was  printed  in  the 
Congressional  Record  at  the  request  of  Senator  Lott).  In 
addition,  priority  claims  must  be  presented  in  a  timely  manner 
in  a  PCT  international  application  filed  under  35  U.S.C.  363  to 
determine  (among  other  things)  the  time  limit  for  national 
stage  entry.  Therefore,  the  Office  is  proposing  to  amend  § 
1.55(a)  to  add  a  paragraph  (a)(l)(iii)  to  make  clear  that  the 
first-filed  application  in  a  chain  of  applications  (as  well  as  all 
intermediate  appfications)  must  contain  a  claim  for  priority  in 
compliance  with  §  1.55  to  a  prior  foreign  application  for  a 
subsequent  application  to  claim  the  benefit  of  the  prior  foreign 
application  through  the  first-filed  application  (and  all  interme- 
diate applications). 

In  In  re  Tangsrud,  184  USPQ  746  (Comm'r  Pat.  1973),  the 
Office  held  that  a  certified  copy  of  a  foreign  priority  document 
may  be  filed  in  a  continuation  application  under  §  1.60,  rather 
than  in  its  abandoned  parent  application,  to  meet  the  require- 
ments in  35  U.S.C.  119  for  the  continuation  application  to 
claim  the  benefit  of  the  foreign  priority  application  (through  its 
abandoned  parent  appfication).  The  language  of  Tangsrud, 
however,  is  broad  enough  to  imply  that  neither  the  claim  for 
priority  nor  the  certified  copy  of  the  foreign  priority  document 
must  be  filed  in  the  first-filed  application  for  a  subsequent 
application  to  claim  the  benefit  of  the  foreign  priority  applica- 
tion through  the  first-filed  application.  This  proposed  change  to 
§  1.55(a)  would  not  affect  the  holding  in  Tangsrud  that  the 
certified  copy  of  the  foreign  priority  document  may  be  filed  in 
a  continuing  application,  rather  than  in  an  abandoned  first-filed 
appfication,  provided  that  a  claim  for  priority  in  compliance 
with  §  1.55  to  a  prior  foreign  application  is  presented  in  the 
first-filed  application. 

Section  1.55(a)(4)  is  proposed  to  be  amended  to  require  that 
the  statement  that  the  translation  is  accurate  be  signed  by  the 
individual  who  made  the  translation.  The  Office  has  received  a 
number  of  inquiries  as  to  who  may  sign  the  statement,  and  has 
decided  that  it  is  appropriate  to  include  the  requirement  that  the 
signature  required  is  that  of  the  translator  into  the  rules  of 
practice.  See  also  the  proposed  amendments  to  §  1.52(b)(l)(ii), 
1.52(d)(1),  1.69(b)  and  1.78(a)(5)(iv).  The  requirement  that  the 
person  who  made  the  translation  sign  the  statement  that  the 
translation  is  accurate  is  consistent  with  current  §  3.26. 

Section  1.55(c)  is  proposed  to  be  amended  to  change 
"365(a)"  to  "365(a)-(b)"  such  that  the  procedures  for  accep- 
tance of  delayed  priority  claims  under  §  1.55(c)  also  apply  to 
delayed  priority  claims  under  35  U.S.C.  365(b)  in  international 
applications. 
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Section  1.57:  Section  1.57  is  proposed  to  be  added  to 
provide  for  incorporation  by  reference.  Section  1.57(a)  as 
proposed  provides  that,  if  all  or  a  portion  of  the  specification  or 
drawings  is  inadvertently  omitted  from  an  application,  but  the 
application  contains  a  claim  under  §  1.55  for  priority  of  a 
prior-filed  foreign  application,  or  §  1.78  for  the  benefit  of  a 
prior-filed  provisional,  nonprovisional,  or  international  appli- 
cation, that  was  present  on  the  date  of  receipt  of  the  applica- 
tion, and  the  omitted  portion  of  the  specification  or  drawings  is 
completely  contained  in  the  prior-filed  application,  the  claim 
would  be  considered  an  incorporation  by  reference  of  the  prior- 
filed  application.  Sections  1.57(b)  through  (f)  as  proposed  treat 
incorporation  by  reference  into  an  application  of  essential  and 
nonessential  material  by:  (1)  Providing  a  definition  of  essential 
and  nonessential  material;  (2)  defining  specific  language  that 
must  be  used  to  trigger  an  incorporation  by  reference;  (3) 
codifying  current  practice  as  set  forth  in  MPEP  §  608.01(p) 
(Incorporation  by  Reference),  updated  to  reflect  the  publication 
of  applications;  and  (4)  codifying  treatment  of  improper 
incorporation  by  reference. 

Currently,  the  mere  reference  to  another  application  is  not  an 
incorporation  of  anything  therein  into  the  application  contain- 
ing such  reference  for  the  purpose  of  the  disclosure  under  35 
U.S.C.  112,  ]  1.  See  MPEP  §  201.06(c)  and  608.01(p),  and  In 
re  de  Seversky,  AlA  F.2d  671,  177  USPQ  144  (CCPA  1973). 
The  proposed  rule  would  allow  all  or  a  portion  of  the 
specification  or  drawings  that  is  inadvertently  omitted  from  an 
application  containing  a  priority  claim  for  a  prior-filed  foreign 
application,  or  a  benefit  claim  for  a  prior-filed  provisional, 
nonprovisional,  or  international  application,  to  be  added  to  the 
application  by  way  of  an  amendment  if  the  omitted  portion  of 
the  specification  or  drawings  is  completely  contained  in  the 
prior-filed  apphcation  even  though  there  is  no  explicit  incor- 
poration by  reference  of  the  prior-filed  application.  The  phrase 
"completely  contained"  in  §  1.57(a)  requires  that  the  material 
to  be  added  to  the  application  under  §  1.57(a)  must  be 
expressly  (as  opposed  to  impUcitly)  disclosed  in  the  prior 
application.  Cf.  PLT  Rule  2(4)(iv).  The  claim  for  priority  or 
benefit  would  have  to  be  present  on  the  date  of  receipt  of  the 
application  in  order  for  it  to  be  considered  an  incorporation  by 
reference  of  the  prior-filed  application.  The  nonprovisional 
application  claiming  benefit  could  be  a  continuation,  divi- 
sional, or  continuation-in-part  of  the  prior  application  for 
which  benefit  is  claimed.  The  purpose  of  the  proposed  rule  is 
to  provide  a  safeguard  for  applicants  when  a  page(s)  of  the 
specification,  or  a  portion  thereof,  or  a  sheet(s)  of  the  drawings, 
or  a  portion  thereof,  is  inadvertently  omitted  from  an  applica- 
tion. 

If  all  or  a  portion  of  the  specification  or  drawings  is 
inadvertently  omitted  from  an  application  and  applicant  wants 
to  rely  on  the  incorporation  by  reference  provided  by  the 
proposed  rule,  the  application  would  need  to  be  amended  to 
include  the  omitted  portion  of  the  specification  or  drawings 
within  the  time  period  set  by  the  Office,  but  in  no  case  later 
than  the  close  of  prosecution  as  defined  by  §  1.114.  In  order  for 
the  omitted  material  to  be  included  in  the  application,  the 
application  must  be  amended  to  include  it.  The  incorporation 
by  reference  provided  by  the  proposed  rule  requires  an 
applicant  to  timely  amend  the  apphcation  to  include  the 
omitted  material  in  order  for  this  material  to  be  considered  part 
of  the  disclosure.  The  proposed  rule  gives  the  examiner  the 
authority  to  require  the  applicant  to  supply  a  copy  of  the 
prior-filed  application,  to  supply  an  English-language  transla- 
tion of  any  prior-filed  application  that  is  in  a  language  other 
than  English,  and  to  identify  where  the  omitted  portion  of  the 
specification  or  drawings  can  be  found  in  the  prior-filed 
application. 

Any  amendment  to  an  international  application  pursuant  to 
the  proposed  rule  would  be  effective  only  as  to  the  United 
States.  See  proposed  §  1.57(a)(2).  In  addition,  no  request  to 
add  the  missing  part  of  the  description  or  the  missing  drawing 
in  an  international  apphcation  designating  the  United  States 
will  be  acted  upon  by  the  Office  prior  to  the  expiration  of  the 
applicable  time  limit  under  PCT  Article  22(1)  or  (2),  or  Article 
39(a). 

If  an  application  is  not  entitled  to  a  filing  date  under  § 
1.53(b)  or  under  PCT  Article  11,  the  amendment  must  be  by 
way  of  a  petition  accompanied  by  the  fee  set  forth  in  §  1.17(f). 
See  proposed  §  1.57(a)(3). 


The  proposed  rule  is  similar  to  the  current  practice  under 
MPEP  §  201.06(c)  where  there  is  an  explicit  incorporation  by 
reference  of  the  prior  U.S.  application  contained  in  the 
specification  or  in  the  apphcation  transmittal  letter  of  a 
continuation  or  divisional  application  filed  under  §  1.53(b). 
See  MPEP  §  201.06(c)  (Incorporation  by  Reference).  The 
proposed  rule  is  also  consistent  with  the  PUT  Article  5(6)(b) 
and  Rule  2(3)  and  (4). 

Of  course,  whether  the  proposed  rule  is  adopted  or  not, 
apphcants  may  continue  to  explicitly  incorporate  by  reference 
a  prior  application  or  apphcations  by  including,  in  the  body  of 
the  specification  as  filed,  a  statement  that  the  prior  application 
or  apphcations  is  "hereby  incorporated  by  reference."  Such  an 
explicit  incorporation  by  reference  would  not  be  limited  to 
inadvertent  omissions  as  in  the  proposed  rule.  Accordingly, 
applicants  are  encouraged  to  explicitly  incorporate  by  refer- 
ence a  prior  application  or  applications  by  including  such  a 
statement  in  the  body  of  the  specification,  if  appropriate. 

Sometimes  applicants  intentionally  omit  material  from  a 
prior-filed  application  when  filing  an  application  claiming 
priority  to,  or  benefit  of,  a  prior-filed  application.  As  discussed, 
the  incorporation  by  reference  would  only  permit  material  that 
was  inadvertently  omitted  from  the  application  to  be  added  to 
the  application  if  the  omitted  material  is  completely  contained 
in  the  prior-filed  apphcation.  Therefore,  if  the  proposed  rule 
were  adopted,  applicants  would  still  be  able  to  intentionally 
omit  material  contained  in  the  prior-filed  application  from  the 
application  containing  the  priority  or  benefit  claim  without  the 
material  coming  back  in  by  virtue  of  the  incorporation  by 
reference.  Applicants  would  be  able  to  maintain  their  intent  by 
simply  not  amending  the  application  to  include  the  intention- 
ally omitted  material.  Thus,  there  should  be  no  impact  from  the 
proposed  rule  in  continuing  applications  where  material  from 
the  prior  application  has  been  intentionally  omitted.  Therefore, 
the  proposed  rule  has  been  drafted  such  that  the  application 
claiming  benefit  of  a  prior  U.S.  application  could  be  a 
continuation-in-part  application  (as  well  as  a  continuation  or 
divisional). 

The  proposed  rule  would  not  apply  to  any  applications  filed 
before  the  efifective  date  of  the  rule.  The  proposed  rule  would 
be  prospective  only  since  to  apply  the  rule  retroactively  would 
result  in  changing  the  expectations  regarding  incorporation  by 
reference  by  applicants  when  the  applications  were  filed. 

The  Office  is  interested  in  comments  from  the  pubhc 
regarding  proposed  §  1.57(a),  whether  there  is  support  or 
opposition  for  the  proposed  rule,  and  whether  there  is  any 
desire  to  limit  the  proposed  rule  to  continuation  or  divisional 
applications  and  not  have  it  apply  to  continuation-in-part 
applications. 

Section  1.57(b)  clarifies  what  is  acceptable  language  that 
identifies  an  incorporation  by  reference  for  essential  and  non- 
essential matter  as  opposed  to  incorporation  by  reference  of 
material  in  a  prior  application  as  is  proposed  in  §  1.57(a). 
Applicants  sometimes  refer  to  other  applications,  patents,  and 
publications,  including  patent  application  pubhcations  using 
language  which  does  not  clearly  indicate  whether  what  is  being 
referred  to  is  incorporated  by  reference  or  is  just  an  informa- 
tional reference.  The  Office  is  proposing  to  limit  incorporation 
by  reference  (except  as  provided  in  §  1.57(a))  to  instances  only 
where  the  words  "incorporated  by  reference"  appear.  The 
Office  is  attempting  to  bring  greater  clarity  to  the  record  and 
provide  a  bright  line  test  as  to  where  something  being  referred 
to  is  an  incorporation  by  reference.  The  Office  considered  the 
alternative  of  making  any  mention  of  a  document  an  automatic 
incorporation  by  reference  of  the  document.  Patent  applica- 
tions frequently  contain  a  discussion  of  prior  art  documents 
when  discussing  the  background  of  the  invention,  which  prior 
art  documents  are  not  intended  to  be  incorporated  by  reference. 
The  necessity  for  §  1.57(b)  is  that  applicants  who  fail  to  clearly 
link  certain  disclosures  to  means-plus-function  language  risk 
having  their  claims  interpreted  too  narrowly  or  held  unenforce- 
able. Clarifying  when  material  is  incorporated  by  reference 
during  examination  by  use  of  specific  trigger  language  is 
considered  an  aid  to  applicants  when  they  invoke  35  U.S.C. 
112,  ^  6.  Applicants  would  be  aided  by  avoiding  narrowed 
claim  construction  as  a  result  of  a  number  of  court  decisions 
which  would  not  look  for  equivalents  outside  of  the  applica- 
tion. See  Atmel  Corp.  v.  Info.  Storage  Devices  Inc.,  198  F.3d 
1374,   53  USPQ2d   1225   (Fed.   Cir.    1999),  and  B.   Braun 
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Medical  Inc.  v.  Abbott  Lab,  124  F.2d  1419.  43  USPQ2d  1896 
(Fed.  Cir.  1997).  Treating  these  documents  as  automatically 
incorporated  might  result  in  unintended  consequences  such  as 
when  a  means-plus-function  claim  is  presented  under  35 
U.S.C.  112,^6. 

Similarly,  applicants  would  be  aided  by  not  having  their 
claims  found  unpatentable  by  a  mere  reference  to  outside 
material  unintentionally  incorporating  material  that  contained 
equivalents  thatwould  broaden  their  claims  to  encompass  the 
prior  art.  Automatic  incorporation  by  reference  would  create  a 
trap  for  appUcants  and  practitioners  by  creating  unintentional 
equivalents  for  35  U.S.C.  112,  ^  6,  language  broadening  claims 
to  be  unpatentable.  Additionally,  as  claims  are  generally  read 
in  light  of  the  specification,  what  is  actually  incorporated  into 
the  specification  can  affect  the  scope  of  the  claims  independent 
of  35  U.S.C.  112,116. 

Accordingly,  comments  are  desired  identifying  alternative 
language  to  that  proposed  in  paragraph  (b)  or  why  requiring 
this  specific  language  would  be  a  problem. 

A  patent  application  incorporating  by  reference  other  mate- 
rial must,  as  described  in  paragraph  (b),  include  an  identifica- 
tion of  the  referenced  patent,  application,  or  publication 
pursuant  to  §  1.98(b)(1)  tluough  (b)(5).  The  Office  recom- 
mends that  particular  attention  be  directed  to  specific  portions 
of  referenced  documents  where  the  subject  matter  incorporated 
may  be  found  if  large  amounts  of  material  are  incorporated. 
Guidelines  for  situations  where  applicant  is  permitted  to  fill  in 

a  number  for  Application  No. left  blank  in  the  application 

as  filed  can  be  found  in  In  re  Fouche,  439  F.2d  1237,  169 
USPQ  429  (CCPA  1971).  Commonly  assigned  abandoned 
applications  less  than  20  years  old  can  be  incorporated  by 
reference  to  the  same  extent  as  copending  applications;  both 
types  are  open  to  the  public  upon  the  referencing  application 
issuing  as  a  patent.  See  MPEP  §  103. 

Section  1.57(c)  codifies  current  practice  in  MPEP  § 
608.01(p)  (Incorporation  by  Reference),  except  that  §  1.57(c) 
as  proposed  is  limited  to  U.S.  patent  or  U.S.  patent  application 
publications  (i.e.,  the  Office  proposes  to  eliminate  the  practice 
of  incorporating  by  reference  essential  material  in  unpublished 
patents  in  which  the  issue  fee  for  an  application  has  been  paid 
but  the  application  has  not  yet  issued  as  a  patent).  Delays  in 
issuance  or  the  withdrawal  from  issue  of  an  allowed  applica- 
tion put  in  doubt  that  an  application  incorporated  by  reference 
will  be  available  to  the  public  when  a  patent  incorporating  the 
other  application  issues.  Similarly,  this  provision  permitting 
only  the  incorporation  of  the  publication  document  of  an 
application  is  intended  to  preclude  incorporation  by  reference 
of  material  found  only  in  the  redacted  portion  of  a  published 
patent  application. 

Section  1.57(c)  updates  current  practice  to  reflect  publica- 
tion of  applications  in  two  areas.  Current  practice  permits 
holding  in  abeyance  correction  of  material  incorporated  by 
reference  from  unpublished  U.S.  applications  that  have  not 
issued  as  patents  until  allowance  of  the  application  making  the 
incorporation  by  reference.  Publication  of  the  applications 
which  contain  an  incorporation  by  reference  means  that  the 
public  will  need  access  to  the  material  incorporated  by 
reference  prior  to  an  application  being  issued  as  a  patent. 
Where  the  incorporation  is  to  an  unpublished  application  that 
has  not  issued  as  a  patent,  such  application  is  not  readily 
available.  Therefore,  holding  the  correction  of  an  incorporation 
by  reference  in  abeyance  in  this  situation  will  materially  impair 
the  public's  access  to  the  invention  that  is  disclosed  by  the 
published  application  that  incorporates  an  unpublished  appli- 
cation. 

The  Office  considered  but  rejected  including  unpublished 
abandoned  applications  (which  are  otherwise  open  to  the 
public  under  §  1.14(a)(iv))  as  acceptable  documents  for  incor- 
poration by  reference  since  the  text  of  abandoned  applications 
is  not  published  after  abandonment  on  the  Internet  at  this  time. 
The  Office  is  considering  how  to  make  previously  unpublished 
material  to  which  the  public  is  currently  permitted  access 
pursuant  to  §  1.14(a)(iv)  (e.g.,  unpublished  incorporated  by 
reference  applications)  available  on  the  Internet.  The  Office 
may  reconsider  this  position  when  its  electronic  file  wrapper 
permits  access  to  the  text  of  unpublished  abandoned  applica- 
tions on  the  Internet. 


Section  1.57(c)(1)  through  (c)(3)  defines  essential  material 
as  those  items  required  by  35  U.S.C.  112,  ^  1,  2,  and  6. 

Section  1.57(d)  defines  the  scope  of  incorporation  by  refer- 
ence practice  for  nonessential  subject  matter.  As  discussed  with 
respect  to  §  1.57(c),  the  Director  has  considerable  discretion  in 
determining  what  may  or  may  not  be  incorporated  by  reference 
in  a  patent  application.  Through  the  Office's  incorporation  by 
reference  policy,  the  Office  ensures  that  reasonably  complete 
disclosures  are  pubhshed  as  U.S.  patents  and  U.S.  appfication 
publications. 

Section  1.57(e)  is  added  so  that  it  is  clear  that  a  copy  of  the 
incorporated  by  reference  material  may  be  required  to  be 
submitted  to  the  Oflice  even  if  the  material  is  properly 
incorporated  by  reference.  The  examiner  may  require  a  copy  of 
the  incorporated  material  simply  to  review  it  and  understand 
what  is  being  incorporated  or  to  put  the  description  of  the 
material  in  its  proper  context.  Another  instance  where  a  copy 
of  the  reference  may  be  required  is  where  the  material  is  being 
inserted  by  amendment  into  the  body  of  the  application  to 
replace  the  incorporation  by  reference  statement. 

Section  1.57(f)  addresses  corrections  of  incorporation  by 
reference.  Section  1.57(f)  provides  that  improper  incorporation 
by  reference  statements  may  be  corrected  with  a  timely  filed 
amendment.  Nothing  in  §  1.57(f)  authorizes  the  insertion  of 
new  matter  into  an  application.  The  Office  is  concerned  that 
improper  incorporation  by  reference  statements  and  late  cor- 
rections thereof  require  the  expenditure  of  unnecessary  exami- 
nation resources  and  slow  the  prosecution  process.  By  treating 
improper  incorporation  by  reference  statements  as  not  incor- 
porating any  material  (until  the  incorporation  by  reference  is 
corrected),  the  Office  and  applicants  will  avoid  expending 
unnecessary  resources  and  delays  in  prosecution  occasioned  by 
the  many  references  to  extraneous  material  that  are  often  found 
in  patent  applications.  Applicants  know  whether  they  want 
material  incorporated  by  reference,  and  must  timely  correct 
any  incorporation  by  reference  errors. 

Section  1.58:  Section  1.58(a)  is  proposed  to  be  amended  to 
provide  that  a  table  not  be  included  in  both  the  drawings  and 
in  the  body  of  the  specification  of  an  appfication.  Section 
1.58(b)  is  also  proposed  to  be  amended  to  clarify  that  correct 
visual  alignment  of  rows  and  columns  of  chemical  and 
mathematical  formulae  and  tables  is  retained  when  the  elec- 
tronic file  is  rendered  by  opening  and  displaying  the  electronic 
file  at  the  Office  using  a  text  viewer  program.  Section  1.58(c) 
is  additionally  proposed  to  be  amended  to  recommend  that  the 
font  size  of  text  be  at  least  0.166  inches  or  0.422  cm.  and  to 
eliminate  a  reference  to  eUte  type  font. 

Section  1.58(a)  is  proposed  to  be  amended  because  appli- 
cants have  been  making  voluminous  applications  even  larger 
by  including  the  same  table  as  both  a  drawing  figure  and  as  text 
in  the  body  of  an  application.  Filing  duplicate  tables  requires 
additional  review  by  the  Office  to  determine  if  the  drawing 
table  and  the  text  table  are  duplicates  and  to  identify  differ- 
ences if  any  differences  exist.  Moreover,  the  number  of  pages 
is  effectively  increased,  causing  increased  scanning,  storage 
and  reproduction  costs.  In  addition,  the  burden  on  the  pubfic  to 
copy  and  review  a  pubhshed  application  or  patent  is  also 
increased.  See  §  1.83  for  a  similar  proposed  change  involving 
tables  and  sequence  listings. 

Section  1.58(b)  is  proposed  to  be  amended  adding  "visually" 
so  that  it  is  clear  that  the  data  in  the  electronic  file  are 
appropriately  formatted  so  that  the  aUgnment  of  rows  and 
columns  is  maintained  in  the  table  when  the  file  is  opened  to 
view  at  the  Office.  The  Office  has  found  that  some  filers  have 
only  been  providing  markers  to  identify  rows  and  columns  in 
table  data.  When  the  table  is  viewed  at  the  Office  the  markers 
do  not  cause  the  rows  and  columns  of  data  to  be  visually 
aligned.  Unless  each  entry  m  a  table  is  surrounded  with  an 
appropriate  number  of  spaces  the  visual  spatial  alignment  of 
the  table  is  not  maintained:  i.e.,  the  rows  and  cells  are 
mis-aligned.  A  way  to  provide  the  proper  alignment  is  to  insert 
space  characters  in  each  cell  so  that  the  overall  number  of 
characters  in  each  cell  is  the  same,  and  to  maintain  a  constant 
font  width  for  all  characters. 

Many  programs  that  are  used  to  generate  tables  allow  the 
user  to  provide  additional  spaces  manually  when  typing  data. 
Many  of  these  programs  also  provide  an  automated  way  to  pad 
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the  cells  with  space  characters,  and  create  an  ASCII  file  with 
spatially  aligned  data.  This  feature  is  generally  invoked  by  a 
command  that  is  often  called  printing  to  a  "formatted  text" 
format  or  "pm"  file.  The  program  formats  the  table  as  it  would 
appear  on  paper  padding  the  cells  with  spaces  to  provide 
proper  alignment  of  the  cell  entries. 

A  review  of  different  versions  of  the  same  software  product 
and  of  different  software  products  showed  no  consistency  in 
the  menu  language  used  for  the  formatting  command  noted 
above.  With  the  constant  change  in  software  versions,  the 
Office  is  not  able  to  provide  a  list  of  all  the  menu  variations. 
However,  a  person  knowledgeable  with  the  software  used  to 
create  tabular  data  should  be  able  to  find  the  commands  to 
invoke  this  feature  in  the  software. 

Section  1.58(c)  is  proposed  to  be  amended  for  the  same 
reason  that  §  1.52(b)(2)(ii)  is  proposed  to  be  amended.  Section 
1.58(c)  currently  requires  that  the  text  be  in  a  lettering  style 
that  is  at  least  0.08  inches  high,  which  is  the  minimum  font  size 
set  forth  in  Patent  Cooperation  Treaty  (PCT)  Rule  11.9.  Text 
having  a  font  size  only  0.08  inches  high  is  difficult  to  capture 
with  optical  character  recognition  technology  and  may  not  be 
reproducible  as  required  by  §  1.52(a)(l)(v)  (and  PCT  Rule 
11.2(a)).  A  font  size  of  12  (12/72  inch  or  0.166  inch  (0.422 
cm.)  high)  is  significantly  more  reproducible  than  a  font  size  of 
6  (6/72  inch  or  0.08  inch  (0.211  cm.)  high).  Accordingly,  § 
1.58(c)  is  proposed  to  be  amended  to  indicate  a  preference  for 
a  larger  font  size.  In  addition,  the  reference  to  elite  type  is 
proposed  to  be  deleted  as  it  was  inconsistent  with  the  size 
given.  Elite  type  is  a  typewriter  type  that  runs  12  characters  to 
the  inch.  Instead  of  referencing  elite  type,  the  rule  is  proposed 
to  reference  a  font  size  of  6  which  should  be  more  meaningful 
to  most  patent  applicants  (most  word  processing  software 
programs  have  an  option  to  choose  a  font  and  a  font  size). 

Section  1.59:  Section  1.59  is  proposed  to  be  amended  to 
refer  to  the  petition  fee  set  forth  in  §  1.17(g)  for  consistency 
with  the  change  to  §  1.17.  See  discussion  of  §  1.17. 

Section  1.69:  Section  1.69(b)  is  proposed  to  be  amended  by 
deleting  the  words  "or  approved"  as  unnecessary,  and  possibly 
leading  to  confusion  and  the  mistaken  assumption  that  the 
Office  has  a  procedure  for  the  approval  of  applicant  generated 
forms,  where  no  such  procedure  exists.  See  Changes  to 
Implement  the  Patent  Business  Goals,  64  FR  53771,  53777 
(Oct.  4,  1999),  1228  Off.  Gaz.  Pat.  Office  15,  20  (Nov.  2,  1999) 
(proposed  rule)  (declining  to  adopt  a  review  service  for 
applicant-created  forms).  In  addition,  paragraph  (b)  of  §  1.69  is 
proposed  to  be  amended  to  require  that  the  statement  that  the 
translation  is  accurate  be  signed  by  the  individual  who  made 
the  translation.  The  Ofiice  has  received  a  number  of  inquiries 
as  to  who  may  sign  the  statement  required  by  the  current  rule 
and  how  the  statement  must  be  signed.  The  Office  has  decided 
to  clarify  that  the  signature  required  is  that  of  the  translator. 
See  also  the  proposed  amendments  to  §  1.52(b)(l)(ii), 
1.52(d)(1),  1.55(a)(4)  and  1.78(a)(5)(iv).  The  requirement  that 
the  person  who  made  the  translation  sign  the  statement  that  the 
translation  is  accurate  is  consistent  with  current  §  3.26. 

Section  1.76:  Section  1.76(a)  is  proposed  to  be  amended  to 
require  that  any  application  data  sheet  (ADS)  contain  the  seven 
headings  listed  in  §  1.76(b)  and  all  of  the  appropriate  data  for 
each  section  heading.  The  proposed  amendment  would  also 
require  that  the  ADS  be  titled  "Application  Data  Sheet."  Any 
label  (e.g.,  the  label  "Given  Name"  in  the  "Applicant  Infor- 
mation" heading)  that  does  not  contain  any  corresponding  data 
will  be  interpreted  by  the  Office  to  mean  that  there  is  no 
corresponding  data  for  that  label  anywhere  in  the  application. 
By  requiring  an  ADS  to  contain  all  seven  section  headings,  and 
any  appropriate  data  for  the  sections,  the  accuracy  of  biblio- 
graphic data  in  patent  applications  will  be  enhanced  and  the 
need  for  corrected  filing  receipts  related  to  Office  errors  will  be 
reduced. 

Section  1.76(c)(2)  is  proposed  to  be  amended  to  require  a 
supplemental  application  data  sheet  to  be  labeled  "Supplemen- 
tal Application  Data  Sheet"  and  to  also  contain  all  of  the 
headings  listed  in  §  1.76(b)  with  any  appropriate  data  for  each 
heading,  rather  than  only  identifying  the  information  that  is 
being  changed  (added,  deleted,  or  modified)  in  the  supplemen- 
tal ADS.  Requiring  a  supplemental  ADS  to  contain  all  of  the 
information  from  the  ADS  with  the  changes  indicated  is 
consistent  with  the  ADS  guide  posted  on  the  Office's  Internet 


Web  site  at:  http://frwebgate.access.gpo.  gov/cgi-bin/ 
leaving.cgi?from=leavingFR.html&log=linklog&to=  http:// 
www.uspto.gov/web/offices/pac/dapp/sir/doc/patappde.html. 

A  supplemental  ADS  containing  only  new  or  changed 
information  is  likely  to  confuse  the  record,  create  unnecessary 
work  for  the  Office,  and  would  not  comply  with  §  1.76  if 
amended  as  proposed.  When  submitting  an  ADS  after  the 
initial  filing  of  the  application  to  correct,  modify,  or  augment 
the  original  application  data  included  in  an  ADS,  the  following 
apphes:  (1)  The  supplemental  application  data  sheet  must  be 
labeled  "Supplemental  Application  Data  Sheet";  (2)  the 
"Supplemental  Apphcation  Data  Sheet"  is  a  full  replacement 
copy  of  the  original  application  data  sheet,  with  each  of  the 
seven  section  headings,  and  with  any  appropriate  data  for  the 
section  headings;  and  (3)  the  "Supplemental  Application  Data 
Sheet"  must  be  submitted  with  any  changes  or  additions 
underlined  (for  deletions  without  replacement  data,  use  strike- 
through  or  brackets). 

When  submitting  an  ADS  to  correct,  modify,  or  augment 
application  data  (see  §  1.76(d)),  when  an  ADS  has  not  been 
previously  filed,  the  first-filed  ADS  is  not  considered  a 
supplemental  ADS  even  if  such  is  filed  subsequent  to  the  initial 
filing  of  the  oath  or  declaration.  When  submitting  such  an 
ADS:  (1)  The  application  data  sheet  must  be  labeled  "Appli- 
cation Data  Sheet";  and  (2)  a  complete  application  data  sheet 
including  all  appropriate  information  for  each  heading  must  be 
submitted. 

Section  1.78:  Section  1.78(a)(1)  is  proposed  to  be  amended 
to  delete  an  unnecessary  alternate  condition  to  permit  a  claim 
for  the  benefit  of  a  prior-filed  application.  Sections  1.78(a)(2) 
and  (a)(5)  are  proposed  to  be  amended  to  permit  the  required 
reference  to  the  prior  application(s)  to  be  in  multiple  sentences 
at  the  beginning  of  the  specification,  rather  than  being  limited 
to  the  first  sentence  of  the  specification. 

Section  1.78(a)(1)  sets  forth  the  conditions  under  which  a 
nonprovisional  application  may  claim  the  benefit  of  one  or 
more  prior-filed  copending  U.S.  nonprovisional  applications  or 
international  applications  designating  the  United  States  of 
America.  Where  the  prior-filed  application  is  a  nonprovisional 
application  (filed  under  35  U.S.C.  111(a)),  one  of  the  condi- 
tions under  §  1.78(a)(1)  is  met  when  the  prior-filed  application 
satisfied  any  one  of  paragraphs  (ii),  (iii)  or  (iv)  of  §  1.78(a)(1). 
To  satisfy  paragraph  (ii),  the  prior-filed  application  must  be 
"[c]omplete  as  set  forth  in  §  1.51(b)."  To  satisfy  paragraph  (iii), 
the  prior-filed  application  must  be  "[e]ntitled  to  a  filing  date  as 
set  forth  in  §  1.53(b)  or  §  1.53(d)  and  include  the  basic  filing 
fee  set  forth  in  §  1.16."  Considering  that  paragraph  (iii)  is  less 
restrictive  than  paragraph  (ii),  it  is  proposed  to  delete  para- 
graph (ii)  (and  redesignate  paragraphs  (iii)  and  (iv)  as  para- 
graphs (ii)  and  (iii),  respectively)  as  it  is  unnecessary  because 
any  prior-filed  application  that  would  satisfy  paragraph  (ii) 
would  also  satisfy  paragraph  (iii). 

Sections  1.78(a)(2)(iii)  and  (a)(5)(iii)  are  proposed  to  be 
amended  to  change  the  word  "sentence"  to  "sentence(s)".  The 
proposed  change  would  permit  the  required  reference  to  the 
prior  application(s)  to  be  in  more  than  one  sentence  at  the 
beginning  of  the  specification.  In  some  situations,  it  would  be 
easier  and  clearer  to  set  forth  the  relationship  between  prior 
apphcations  if  more  than  one  sentence  were  permitted.  For 
example,  where  there  is  a  provisional  application  and  multiple 
intermediate  nonprovisional  applications,  the  required  identi- 
fication in  the  latest  nonprovisional  application  as  to  which 
intermediate  nonprovisional  application(s)  claims  benefit  to 
the  provisional  application  (i.e.,  is  within  one  year  of  the 
provisional  application's  filing  date),  could  be  set  forth  in  a 
clearer  manner  using  multiple  sentences. 

Section  1.78(a)(5)(iv)  is  proposed  to  be  amended  to  require 
that  the  statement  that  the  translation  is  accurate  be  signed  by 
the  individual  who  made  the  translation.  The  Office  has 
received  a  number  of  inquiries  as  to  who  may  sign  the 
statement,  and  has  decided  that  it  is  appropriate  to  include  the 
requirement  that  the  signature  required  is  that  of  the  translator 
into  the  rules  of  practice.  See  also  the  proposed  amendments  to 
§  1.52(b)(l)(ii)  and  (d)(1),  1.55(a)(4)  and  1.69(b).  The  require- 
ment that  the  person  who  made  the  translation  sign  the 
statement  that  the  translation  is  accurate  is  consistent  with 
current  §  3.26. 
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Section  1 .78(c)  is  proposed  to  be  amended  to  clarify  that  the 
prior  art  exception  under  35  U.S.C.  103(c)  does  not  apply  to 
double  patenting  rejections  by  the  addition  of  the  last  sentence, 
which  states  "Even  if  the  claimed  inventions  were  commonly 
owned,  orsubject  to  an  obligation  of  assignment  to  the  same 
person,  at  the  time  the  later  invention  was  made,  the  conflicting 
claims  may  be  rejected  under  the  doctrine  of  double  patenting 
in  view  of  such  commonly  owned  or  assigned  applications  or 
patents  under  reexamination."  Therefore,  §  1.78(c)  emphasizes 
that  double  patenting  rejections  should  still  be  made,  when 
appropriate,  even  if  a  reference  is  disqualified  from  being  used 
in  a  rejection  under  35  U.S.C.  103(a)  via  the  prior  art  exclusion 
under  35  U.S.C.  103(c).  This  clarification  codifies  patent 
policy  regarding  double  patenting  rejections  and  the  prior  art 
exclusion  under  35  U.S.C.  103(c)  as  set  forth  in  the  notice 
Guidelines  Concerning  the  Implementation  of  Changes  to  35 
U.S.C.  102(g)  and  103(c)  and  the  Interpretation  of  the  Term 
"Original  Application"  in  the  American  Inventors  Protection 
Act  of  1999,  1233  Off.  Gaz-  Pat.  Office  54  (Apr.  11,  2000))  and 
MPEP  §  706.02(1)(1).  Additionally,  the  first  sentence  of  § 
1.78(c)  is  proposed  to  be  amended  by  changing  the  word 
"party"  to  "person"  in  order  to  use  terminology  consistent  with 
35  U.S.C.  103(c). 

Section  1.83:  Section  1.83(a)  is  proposed  to  be  amended  to 
provide  that  tables  and  sequence  listings  that  are  in  the 
specification  are  not  permitted  to  also  be  included  in  the 
drawings.  Applicants  should  not  be  obliged  to  include  tables  or 
the  sequence  listing  in  the  drawings  due  to  the  current 
requirement  of  §  1.83(a)  that  all  claimed  features  must  be 
shown  in  the  drawings.  Under  the  proposed  amendment,  if  the 
specification  includes  a  sequence  listing  or  a  table,  such  a 
sequence  listing  or  table  would  not  be  permitted  to  be  repeated 
in  the  drawings. 

See  §  1.58(a)  for  a  similar  proposed  change  to  require  that 
tables  be  included  in  only  one  of  the  drawings  and  the 
specification. 

Section  1.84:  Section  1.84  is  proposed  to  be  amended  by 
revising  §  1.84(a)(2)(iii)  to  remove  the  requirement  for  sub- 
mission of  a  black  and  white  copy  of  any  color  drawings  or 
photographs.  Section  1.84(a)(2)(iv)  is  proposed  to  be  amended 
to  become  (a)(2)(iii).  Section  1.84(c)  is  proposed  to  be 
amended  to  clarify  that  identification  (labeling)  of  the  draw- 
ings is  recommended,  but  not  required,  and  to  change  the 
recommended  location  of  any  identification  of  the  drawings. 

Section  1.84(a)(2)  is  proposed  to  be  amended  to  remove  the 
requirement  for  a  black  and  white  copy  of  a  color  drawing  or 
photograph.  This  requirement  has  already  been  waived.  See 
Interim  Waiver  of  Parts  of  37  CFR  1.84  and  1.165,  and  Delay 
in  the  Enforcement  of  the  Change  in  37  CFR  1.84(e)  to  No 
Longer  Permit  Mounting  of  Photographs,  1246  Off.  Gaz.  Pat. 
Office  106  (May  22,  2001). 

Section  1.84(c)  is  proposed  to  be  amended  to  remove  the 
requirement  that  the  identification  of  drawings  must  be  placed 
on  the  front  of  each  sheet  of  drawing,  if  the  information  is 
provided.  The  Office  prefers  that  the  identification  of  drawings 
be  placed  on  the  front  of  each  sheet  of  drawing  so  that 
photocopies  and  scanned  images  of  the  drawings  will  be 
properly  identified  with  the  application.  The  Office  has  new 
scanners  that  will  endorse  in  the  top  margin  starting  3.5  inch 
from  the  right  edge  and  ending  1  inch  from  the  right  edge  of 
the  paper.  Therefore,  applicants  are  strongly  encouraged  to 
place  the  information  on  the  front  of  each  sheet,  to  the  left  of 
the  center  on  the  top  margin  so  that  the  identification  does  not 
overlap  the  endorsement,  and  so  that  the  identification  will  be 
included  in  any  photocopies  of  the  drawings.  The  Office, 
however,  recognizes  that  some  apphcations  have  long  titles  or 
identification  that  could  not  be  placed  completely  on  the  front 
within  the  top  margin.  In  such  a  situation,  the  identification  of 
drawings  may  be  placed  on  the  back  of  each  sheet  (understand- 
ing that  the  backs  of  drawing  sheets  will  not  be  scanned),  but 
placing  part  of  the  identification  (e.g.,  the  apphcation  number 
and  the  first  inventor's  name)  on  the  front  is  recommended.  If 
the  identification  of  drawings  is  placed  on  the  front  of  each 
sheet,  the  identification  must  be  placed  to  the  left  of  center 
within  the  top  margin. 

Section  1.91:  Section  1.91  is  proposed  to  be  amended  to  add 
a  paragraph  (c),  which  provides  that  a  model  or  exhibit  must  be 
accompanied  by  photographs  that  show  multiple  views  of  the 


material  features  of  the  model  or  exhibit  and  that  substantially 
conform  to  the  requirements  of  §  1.84.  Material  features  are 
considered  to  be  those  features  which  represent  that  portion(s) 
of  the  model  or  exhibit  forming  the  basis  for  which  the  model 
or  exhibit  has  been  submitted.  Since  the  Office  generally 
returns  or  otherwise  disposes  of  models  or  exhibits  when  they 
are  no  longer  necessary  for  the  conduct  of  business  before  the 
Office  (§  1.94),  such  photographs  are  necessar,'  for  the  file  of 
the  application  or  proceeding  to  contain  an  adequate  record  of 
the  model  or  exhibit  submitted  to  the  Office.  Section  1.91(c) 
would  also  provide  that  this  requirement  does  not  apply  if  the 
model  or  exhibit  substantially  conforms  to  the  requirements  of 
§  1.52  or  §  1.84,  since  a  model  or  exhibit  that  substantially 
conforms  to  the  requirements  of  §  1.52  or  §  1.84  can  itself  be 
retained  in  the  file  wrapper  of  the  application  or  proceeding. 

In  applications  where  the  exhibit  is  not  intended  to  display 
the  medium  of  submission  (e.g.,  video  tapes,  DVDs,  and 
compact  discs)  but  the  content  of  the  submission,  the  require- 
ment that  the  photographs  be  of  the  substantive  content  is 
included  in  this  paragraph.  Video  tapes,  DVDs,  and  compact 
discs  are  usually  submitted  with  movies  or  multimedia  images. 
The  requirement  that  the  photographs  submitted  should  show 
the  material  features  that  were  being  exhibited  is  intended  to 
require  that  the  photograph  be  that  of  the  content  of  the 
material,  not  a  photograph  of  the  medium  of  submission. 
Hence,  if  video  or  multimedia  submission  is  contained  on  a 
tape  or  disc,  the  corresponding  photograph  should  be  a  still 
image  single  frame  of  a  movie,  and  not  a  submission  of  a 
photograph  of  a  video  cassette,  DVD  disc  or  compact  disc. 

A  video  or  DVD  is  not  the  type  of  model  or  exhibit  that 
would  substantially  conform  to  the  requirements  of  §  1.52  or 
1.84.  The  Office  does  not  intend  to  store  bulky  items,  such  as 
videos,  particularly  as  the  Office  is  moving  toward  an  Image 
File  Wrapper.  See  Changes  To  Implement  Electronic  Mainte- 
nance of  Official  Patent  Application  Records,  68  FR  38611 
(June  30,  2003).  Accordingly,  where  a  video  or  DVD  or  similar 
item  is  submitted  as  a  model  or  exhibit,  the  requirement  of  § 
1.91(c)  for  supplying  photographs  of  what  is  depicted  in  the 
video  or  DVD,  pursuant  to  §  1.84,  would  need  to  be  met. 

The  Office  is  interested  in  comments  as  to  whether  the 
requirement  for  supplying  photographs,  particularly  for  a  video 
or  DVD,  is  overly  broad  and  an  adequate  description  could  be 
presented  by  some  other  type  of  description,  such  as  a  written 
statement. 

Section  1.94:  Section  1.94  is  proposed  to  be  amended  to  be 
divided  into  paragraphs  (a)  through  (c).  Paragraph  (a)  provides 
that  once  notification  is  sent  to  applicant,  arrangements  must 
be  made  by  applicant  for  the  return  of  the  model,  exhibit,  or 
specimen  at  applicant's  expense,  in  response  to  such  notifica- 
tion. Where  the  model,  exhibit  or  specimen  is  a  perishable,  it 
will  be  presumed  that  the  Office  has  permission  to  dispose  of 
the  item  without  notice  to  apphcant,  unless  applicant  notifies 
the  Office  upon  submission  of  the  item  that  a  return  is  desired 
and  arrangements  are  promptly  made  for  its  return  upon 
notification  by  the  Office. 

Paragraph  (b)  provides  that  applicant  is  responsible  for 
retaining  the  actual  model,  exhibit,  or  specimen  for  the 
enforceable  life  of  any  patent  resulting  from  the  application. 
Section  1.94  would  also  provide  that  its  provisions  do  not 
apply:  (1)  If  the  model  or  exhibit  substantially  conforms  to  the 
requirements  of  §  1.52  or  §  1.84,  since  a  model  or  exhibit  that 
substantially  conforms  to  the  requirements  of  §  1.52  or  §  1.84 
can  itself  be  retained  in  the  file  wrapper  of  the  application  or 
proceeding;  (2)  where  a  model,  exhibit,  or  specimen  has  been 
described  by  photographs  that  conform  to  §  1.84,  or  (3)  where 
the  model,  exhibit,  or  specimen  is  a  perishable. 

Paragraph  (c)  provides  that  the  notification  to  applicant  will 
set  a  period  of  time  within  which  applicant  must  make 
arrangements  for  a  return  of  a  model,  exhibit,  or  specimen, 
with  extensions  of  time  available  under  §  1.136,  except  in  the 
case  of  perishables.  The  OfiBce  intends  to  set  a  one-month 
period  of  time  from  the  mailing  date  of  the  notification  for 
applicant  to  make  arrangements  for  a  return,  unless  the  item  is 
a  perishable,  in  which  case  the  time  period  will  be  shorter. 
Failure  by  applicant  to  establish  that  arrangements  for  the 
return  of  a  model,  exhibit  or  specimen  have  been  made  within 
the  time  period  set  in  the  notice,  will  result  in  the  item  being 
discarded  by  the  Office. 
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Section  1.98:  Section  1.98(a)  is  proposed  to  be  amended  by 
revising  paragraph  (a)(1)  to  require  a  specified  format/identi- 
fication for  each  page  of  an  IDS,  and  that  U.S.  patents  and  U.S. 
patent  application  publications  be  listed  in  a  section  separately 
from  citations  of  other  documents.  Section  1.98(a)(1)  is 
specifically  proposed  to  be  amended  to  require  that  U.S. 
patents  and  U.S.  patent  application  publications  must  be  listed 
separately  from  the  citations  of  other  documents.  This  will 
permit  the  Office  to  optical  character  recognition  (OCR)  scan 
the  U.S.  patent  numbers  and  the  U.S.  patent  application 
publication  numbers  such  that  the  document  could  be  made 
available  electronically  to  the  examiner  to  facilitate  searching 
and  retrieval  of  U.S.  patents  and  U.S.  patent  application 
publications  on  the  Office's  search  databases.  Apphcants  will 
comply  with  this  proposed  requirement  if  they  use  forms 
FTO/SB/08A  and  08B  (or  the  more  commonly  used  PTO- 
1449),  which  provide  a  separate  section  for  listing  U.S.  patents 
and  U.S.  patent  application  publications.  Applicants  who  do 
not  use  these  forms  for  submitting  an  IDS  must  make  sure  that 
the  U.S.  patents  and  U.S.  patent  application  publications  are 
listed  in  a  separate  section  from  citations  of  other  documents. 

Current  §  1.98(a)(1)  does  not  require  the  use  of  a  form  such 
as  the  PTO/SB/08A  and  08B  because  the  Office  wishes  to 
provide  applicants  the  flexibiUty  to  use  other  types  of  lists.  The 
Office,  however,  experiences  problems  associated  with  lists 
that  do  not  properly  identify  the  application  in  which  the  IDS 
is  being  submitted:  e.g.,  when  applicants  submit  a  list  that 
includes  copies  of  PTO-1449  or  PTO-  892  forms  from  other 
applications.  Even  though  the  IDS  transmittal  letter  has  the 
proper  application  number,  each  page  of  the  list  does  not 
include  the  proper  application  number,  but  instead  has  the 
application  numbers  of  the  other  applications.  Should  the 
pages  of  the  list  become  separated,  the  Office  cannot  associate 
the  pages  with  the  proper  application.  Therefore,  the  rule  is 
proposed  to  be  amended  to  require  that  each  page  of  the  list 
must  clearly  identify  the  application  number  of  the  application 
in  which  the  IDS  is  being  submitted. 

Section  1.98(a)(1)  is  also  proposed  to  be  amended  to  require 
that  a  list  must  include  a  column  that  provides  a  space  next  to 
each  document  listed  in  order  to  permit  the  examiner  to  enter 
his  or  her  initials  next  to  the  citations  of  the  documents  that 
have  been  considered  by  the  examiner.  This  provides  a 
notification  to  the  applicant  and  a  clear  record  in  the  applica- 
tion to  indicate  which  documents  have  been  considered  by  the 
examiner  for  the  application.  Applicants  are  strongly  discour- 
aged from  submitting  a  list  that  includes  copies  of  PTO/SB/08 
(PTO-1449)  or  PTO-892  forms  from  other  applications.  A 
completed  PTO/  SB/08  or  PTO-1449  form  from  another 
application  may  already  have  initials  of  another  examiner  and 
the  application  number  of  another  application.  The  burden  is 
then  on  the  Office  to  correct  the  incorrect  information.  Fur- 
thermore, when  the  spaces  provided  on  the  form  have  initials 
of  another  examiner,  there  are  no  spaces  available  next  to  the 
documents  listed  for  the  examiner  of  the  subsequent  applica- 
tion to  provide  his  or  her  initials. 

Section  1.98(a)(1)  is  also  proposed  to  be  amended  to  require 
that  each  page  of  the  list  includes  a  heading  that  clearly 
indicates  that  the  list  is  an  information  disclosure  statement. 
Since  the  Office  treats  an  IDS  submitted  by  the  applicant 
differently  than  information  submitted  by  a  third-party  (e.g., 
the  Office  may  discard  any  non-compliant  third-party  submis- 
sion under  §  1.99),  a  heading  on  each  page  of  the  list  to 
indicate  that  the  list  is  an  IDS  would  promote  proper  treatment 
of  the  IDS  submitted  by  the  applicant  and  reduce  handling 
errors. 

Section  1.98(e)  is  proposed  to  be  amended  to  provide  that 
the  requirement  in  §  1.98(a)(2)  for  a  copy  of  the  U.S.  patents 
or  U.S.  patent  application  publications  listed  in  an  information 
disclosure  statement  does  not  apply:  (1)  In  any  national  patent 
application  filed  after  June  30,  2003;  (2)  in  any  international 
application  that  has  entered  the  national  stage  under  35  U.S.C. 
371  and  §  1.495  after  June  30,  2003;  or  (3)  in  any  information 
disclosure  statement  submitted  in  compliance  with  the  Ofiice's 
electronic  filing  system.  See  Information  Disclosure  State- 
ments May  Be  Filed  Without  Copies  of  U.S.  Patents  and 
Published  Applications  in  Patent  Applications  filed  after  June 
30,  2003,  1273  Off.  Gaz.  Pat.  Office  55  (Aug.  5,  2003). 

Section  1.102:  Section  1.102(c)  would  be  amended  to 
provide  by  rule  for  a  petition  to  make  an  application  special 
without  a  fee  when  the  application  relates  to  a  counter- 


terrorism  invention.  The  Office  currently  accords  "special" 
status  to  patent  applications  relating  to  counter-terrorism 
technology  so  long  as  the  fee  under  §  1.17(h)  is  included  with 
the  petition.  Amending  §  1.102(c)  to  cover  applications  relat- 
ing to  counter-terrorism  inventions  will  eliminate  the  require- 
ment for  a  fee. 

Under  current  §  1.102(c),  there  are  two  types  of  inventions 
that  qualify  as  a  basis  for  making  an  application  special 
without  a  fee  (other  than  on  the  basis  of  an  applicant's  age  or 
health),  namely:  (1)  Inventions  that  will  materially  enhance  the 
quahty  of  the  environment;  and  (2)  inventions  that  will 
materially  contribute  to  the  development  or  conservation  of 
energy  resources.  It  is  proposed  that  inventions  that  will 
materially  contribute  to  countering  terrorism  be  added  as  a 
third  type  of  invention  for  making  an  application  special 
without  a  fee  under  §  1.102(c).  As  set  forth  in  MPEP  §  708.02, 
XI  (Inventions  For  Countering  Terrorism),  the  types  of  tech- 
nology for  countering  terrorism  include,  but  are  not  limited  to, 
systems  for  detecting/identifying  explosives,  aircraft  sensors/ 
security  systems,  and  vehicular  barricades/disabling  systems. 
This  is  appropriate  considering  that  such  inventions  may  help 
maintain  homeland  security.  In  view  of  this  proposed  amend- 
ment, the  basis  for  making  applications  relating  to  counter- 
terrorism  technology  special  would  be  transferred  from  § 
1.102(d)  to  §  1.102(c). 

Pursuant  to  the  proposed  amendment,  §  1.102(c)  sets  forth 
two  bases  for  making  an  application  special:  (1)  Applicant's 
age  or  health;  or  (2)  that  the  invention  is  one  of  the  three 
quahfying  types  of  inventions  (i.e.,  the  invention  is  one  that 
will  materially  enhance  the  quality  of  the  environment,  mate- 
rially contribute  to  the  development  or  conservation  of  energy 
resources,  or  materially  contribute  to  countering  terrorism).  In 
view  of  the  divergent  subject  matter  covered  by  §  1.102(c)(1) 
and  (c)(2),  a  petition  under  §  1.102(c)(1)  or  (c)(2)  must 
identify  the  particular  basis  under  which  applicant  is  petition- 
ing for  special  status  so  that  the  Office  can  determine  how  to 
evaluate  an  application's  entitlement  to  special  status.  In 
addition,  MPEP  §  708.02  indicates  that  a  "petition  for  special 
status  should  be  accompanied  by  a  statement  explaining  how 
the  invention  contributes  to  countering  terrorism"  as  defined  in 
MPEP  §  708.02,  XI,  Inventions  For  Countering  Terrorism. 
Applicants  are  reminded  that  any  identification  of  a  basis  for 
requesting  special  status  and  a  statement  of  compliance  with 
the  technology  specific  requirement  for  special  status  must  be 
based  upon  a  good  faith  belief  that  the  invention  in  fact 
qualifies  for  special  status.  See  §  1.56  and  10.18. 

Section  1.103:  Section  1.103(a)  is  proposed  to  be  amended 
to  refer  to  the  petition  fee  set  forth  in  §  1.17(g)  for  consistency 
with  the  change  to  §  1.17.  See  discussion  of  §  1.17. 

Section  1.105:  Section  1.105(a)  is  proposed  to  be  amended 
to  redesignate  paragraph  (a)(3)  as  paragraph  (a)(4)  and  add 
new  paragraphs  (a)(l)(viii)  and  (a)(3).  Sections 
1.105(a)(l)(viii)  and  (a)(3)  contain  additional  examples  of 
information  requirements  and  set  forth  exemplary  formats  to 
portray  the  use  of  §  1.105  to  seek  stipulations,  for  example,  as 
to  the  knowledge  of  those  of  ordinary  skill  in  the  art,  and  to 
require  responses  to  intertogatories,  for  example,  as  to  appli- 
cant's understanding  of  the  knowledge  of  persons  of  ordinary 
skill  in  the  relevant  art. 

This  proposal  sets  forth  a  practice  for  soliciting  applicant's 
knowledge,  such  as  stipulations  to  clarify  the  record  by 
removing  uncontroverted  assertions  from  further  consider- 
ation, or  for  soliciting  the  applicant's  response  to  specific 
questions  based  on  the  applicant's  knowledge  to  resolve 
outstanding  issues.  The  requirement  for  information  provisions 
of  §  1.105(a)(1)  contain  several  examples,  not  by  any  means 
exhaustive,  of  the  types  of  information  that  may  be  required 
from  applicants  under  §  1.105.  The  Office  is  proposing  to  add 
the  following  examples  to  §  1.105(a)(1):  Technical  information 
known  to  applicant  concerning  the  interpretation  of  the  related 
art,  the  disclosure,  the  claimed  subject  matter,  other  informa- 
tion pertinent  to  patentability,  or  the  accuracy  of  the  examin- 
er's stated  interpretation  of  such  items.  The  format  of  such  a 
requirement  would  differ  markedly  from  the  format  of  the 
existing  examples,  which  generally  require  specific  docu- 
ments. New  paragraph  (a)(3)  provides  examples  of  formats  for 
requirements  for  information:  (1)  a  requirement  for  docu- 
ments; (2)  interrogatories  in  the  form  of  specific  questions 
seeking  applicant's  knowledge;  or  (3)  stipulations  in  the  form 
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of  statements  with  which  the  applicant  mayagree  or  disagree. 
The  existing  provisions  of  paragraph  (a)(3)  would  be  included 
in  paragraph  (a)(4),  which  would  also  recognize  that  informa- 
tion in  the  form  of  opinion  might  not  be  held,  and  permit  a 
reply  to  a  requirement  for  opinion  to  be  considered  complete 
where  it  is  stated  that  an  opinion  is  not  held. 

35  U.S.C.  101,  102,  103  and  112  require  that  claimed 
subject  matter  be  among  those  eligible  for  patentabihty, 
provide  utility  that  is  substantial,  credible  and  specific,  be 
supported  by  a  written  disclosure  that  teaches  how  to  make  and 
use  the  invention  and  be  definite  in  characterization,  and  be 
novel  and  non-obvious  to  a  person  of  ordinary  skill  in  the  art. 
Evidentiary  issues  surrounding  these  patentability  conditions 
frequently  arise  that  require  applicant  reply  for  resolution. 

In  particular,  the  knowledge  and  skill  of  a  person  of  ordinary 
skill  in  the  art  is  highly  pertinent  to  the  resultant  utility,  to  the 
degree  of  disclosure  required,  and  to  the  degree  to  which  prior 
art  reads  on  claimed  subject  matter  in  view  of  inherent  aspects 
and  standard  practices  and  knowledge  in  the  art.  However, 
evidence  of  what  the  indicia  would  be  for  that  knowledge  and 
skill  may  be  highly  burdensome  to  collect,  and  may  be 
particularly  wasteful  of  examiner  resources  for  certain  elemen- 
tary issues,  such  as  in  common  matters  of  scientific  and 
engineering  practice. 

The  Ofl&ce  is  considering  the  use  of  stipulations  and  inter- 
rogatories relating  to  elements  of  the  prior  art,  recognitions  of 
problems  to  be  solved,  and  rationales  for  combinations. 

AppUcant  and  the  examiner  may  agree  on  the  knowledge 
exhibited  by  persons  of  ordinary  skill  in  the  art,  and  this  may 
be  documented  by  formal  stipulation.  Alternatively,  the  exam- 
iner may  articulate  specific  questions  for  applicant  response  in 
the  form  of  an  interrogatory  designed  to  elicit  the  aspects  of  the 
knowledge  of  persons  of  ordinary  skill  in  the  art  pertinent  to 
analyzing  patentability  arising  from  the  art  of  record. 

Additional  instances  where  stipulations  and  interrogatories 
may  be  used  to  elicit  information  reasonably  necessary  to 
examination  include  eliciting:  (1)  Applicant's  interpretation  of 
the  distinctions  among  claims;  (2)  applicant's  interpretation  of 
the  conmion  technical  features  shared  among  all  claims,  or 
admission  that  certain  groups  of  claims  do  not  share  any 
common  technical  features;  (3)  applicant's  intention  for  the 
scope  of  structural  and  procedural  support  found  in  the 
disclosure  for  means  or  step  plus  function  claims;  (4)  appli- 
cant's interpretation  for  precisely  which  portions  of  the  disclo- 
sure provide  the  written  description  and  enablement  support 
for  each  claim  element;  (5)  appUcant's  interpretation  for  the 
intended  breadth  of  claim  terms,  particularly  where  those  terms 
are  not  used  per  se  in  the  specification;  (6)  applicant's 
interpretation  of  which  portions  of  each  claim  correspond  to 
the  admitted  prior  art  in  the  specification;  (7)  applicant's 
interpretation  of  the  specific  utility  provided  by  the  claimed 
subject  matter;  and  (8)  appUcant's  identification  of  new  subject 
matter  in  a  continuation-in-part. 

All  requirements  for  information  under  §  1.105  must  be 
reasonably  necessary  to  treating  a  matter  in  an  application.  A.s 
such,  requirements  for  information  must  be  specific  in  the 
articulation  of  what  is  required  and  must  exhibit  a  reasonable 
likelihood  of  being  readily  fulfilled  by  the  applicant.  The 
Office's  policy  of  compact  prosecution  requires  that  both 
examiners  and  applicants  provide  the  information  necessary  to 
raise  and  resolve  the  issues  related  to  patentability  expedi- 
tiously. Where  information  highly  pertinent  to  patentability 
determination  may  be  required  in  a  form  that  is  readily 
responded  to,  such  as  with  solicitations  of  stipulations  or 
interrogatories  directly  related  to  the  issues  on  the  record,  such 
a  requirement  is  consistent  with  the  policies  of  compact 
prosecution  and  reasonable  necessity  for  making  requirements. 

Section  1.111:  Section  1.111(a)(2)  is  proposed  to  be 
amended  to  provide  that  a  supplemental  reply  to  a  non-final 
Office  action  will  not  be  entered  as  a  matter  of  right,  with  the 
exception  that  a  supplemental  reply  will  be  entered  if  it  is  filed 
within  the  period  when  action  by  the  Office  is  suspended  under 
§  1.103(a)  through  (c)  (suspensions  requested  by  the  appli- 
cant). The  proposed  amendment  to  §  1.111(a)(2)  would  also 
provide  that  the  Office  may  enter  a  supplemental  reply  that  is 
filed  before  the  expiration  of  the  statutory  period  (i.e.,  within 
six  months  from  the  mailing  date  of  the  non-final  Office  action) 


if  the  supplemental  reply  is  clearly  limited  to:  (1)  Cancellation 
of  a  claim(s);  (2)  adoption  of  an  examiner  suggestion(s);  or  (3) 
placement  of  the  application  in  condition  for  allowance.  The 
proposed  amendment  to  §  1.111(a)(2)  would  replace  the 
current  procedures  for  disapproving  a  second  or  subsequent 
supplemental  reply  set  forth  in  §  1.111(a)(2). 

The  proposed  amendment  to  §  1.111(a)(2)  would  encourage 
applicants  to  utihze  the  Office's  resources  more  efficiently,  by 
filing  a  complete  first  reply  to  a  non-final  Office  action,  thus 
assisting  the  Office  in  reducing  pendency.  Supplemental  replies 
cause  significant  material  delays  in  the  examination  and 
processing  of  appUcations,  and  place  a  significant  burden  on 
the  Office's  resources.  An  examiner's  workload  is  increased  by 
a  supplemental  reply  received  after  the  examiner  has  already 
conducted  an  updated  prior  art  search  and  drafted  the  next 
Office  action  in  response  to  the  first  reply.  Beyond  the 
additional  time  to  read  and  consider  the  supplemental  reply,  the 
examiner  may  need  to  redraft  the  next  Office  action  and 
frequently  may  need  to  conduct  a  further  search.  Pendency  of 
the  application  is  also  increased  when  a  first  complete  reply  is 
filed  to  toll  the  period  for  reply  and  then  a  supplemental  reply 
is  filed  beyond  the  statutory  period  set  forth  in  the  non-final 
Office  action.  Applicants  are  therefore  strongly  encouraged  to 
file  a  reply  to  an  Office  action  that  represents  a  thorough 
consideration  of  all  pending  claims,  the  art  of  record,  and  the 
preceding  Office  action,  and  as  well  represents  the  full  com- 
munication between  applicants,  any  assignees  and  any  legal 
representative  mailing  the  reply.  This  would  greatly  reduce  the 
need  to  file  a  supplemental  reply.  A  single  reply,  absent 
supplements,  would  save  examiners'  time  on  rework.  Cross- 
mailings  between  a  new  Office  action  and  any  supplemental 
reply  would  be  significantly  reduced.  Applicant's  patent  term 
adjustment  reductions  (under  §  1.704(c)(8))  would  also  be 
minimized,  and  the  Office  would  save  processing  time  and 
resources  on  patent  term  adjustment  calculations.  The  changes 
to  §  1.111(a)(2)  would  affect  a  very  small  percentage  of 
applicants  because  only  about  5.6%  of  all  applications  have 
one  or  more  supplemental  amendments.  These  supplemental 
amendments  do,  however,  represent  a  significant  burden  on  the 
Office  from  a  small  group  of  applicants.  The  burden  would  be 
effectively  reduced  by  the  instant  proposed  change. 

After  filing  a  reply  to  a  non-final  Office  action,  applicants 
would  not  be  able  in  a  supplemental  reply,  as  a  matter  of  right, 
to:  (1)  Further  amend  any  claims;  (2)  add  new  claims;  (3) 
reinstate  previously  canceled  claims;  (4)  present  evidence;  or 
(5)  submit  arguments.  The  Office  may  enter  any  supplemental 
reply  that  is  filed  before  the  expiration  of  the  statutory  period 
(i.e.,  within  six  months  from  the  mailing  date  of  the  non-final 
Office  action)  if  the  supplemental  reply  is  limited  to:  (1) 
Cancellation  of  a  claim(s);  (2)  adoption  of  an  examiner 
suggestion(s);  or  (3)  placement  of  the  application  in  condition 
for  allowance.  Any  supplemental  reply  filed  after  the  expira- 
tion of  the  statutory  period  would  not  be  entered  even  if  the 
supplemental  reply  meets  one  of  the  conditions  since  such 
reply  would  not  be  evaluated  for  entry.  IDSs,  or  supplemental 
IDSs  are  not  considered  replies  except  when  they  are  submit- 
ted pursuant  to  a  requirement  under  §  1.105.  IDSs  filed  with  a 
non-compliant  supplemental  reply  would  be  considered  sepa- 
rately according  to  the  requirements  of  §  1.97  and  1.98. 

The  proposed  amendment  to  §  1.1 1 1(a)(2)  would  replace  the 
procedures  currently  set  forth  in  §  1.111(a)(2).  The  current 
disapproval  procedures  were  meant  to  provide  the  Office  with 
latitude  to  refuse  entry  of  supplemental  replies  that  unduly 
interfere  with  the  preparation  of  an  Office  action.  See  Changes 
to  Implement  the  Patent  Business  Goals,  65  FR  54604  (Sept.  8, 
2000),  1238  Off.  Gaz.  Pat.  Office  11  (Sept.  19,  2000).  The 
disapproval  procedures,  however,  did  not  address  the  pendency 
problems  associated  with  first  supplemental  replies.  The  Office 
receives  a  significantly  larger  number  of  first  supplemental 
replies  than  second  (or  subsequent)  supplemental  repUes. 
Furthermore,  the  procedures  for  disapproving  a  second  (or 
subsequent)  supplemental  reply  are  too  time  consuming  for 
examiners  and  Office  technical  support  staff.  The  proposed 
amendment  to  §  1.111(a)(2)  would  provide  a  single  simplified 
procedure  for  handling  all  supplemental  replies,  which  would 
reduce  processing  delays  and  save  Office  resources. 

If  a  supplemental  reply  is  denied  entry,  such  reply  would  be 
assigned  a  paper  number  and  placed  in  the  application  file, 
with  no  further  action  taken.  To  have  any  of  the  arguments  or 
amendments  contained  in  an  unentered  supplemental  reply 
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considered  by  the  examiner,  applicants  may  request  the  entry 
of  the  supplemental  reply,  or  resubmit  the  contents  of  supple- 
mental reply,  in  a  proper  reply  to  the  next  OflBce  action,  if  the 
next  OflBce  action  is  a  non-final  action.  If  the  next  Office  action 
is  a  final  rejection  or  a  notice  of  allowance,  applicants  m.ay  file 
a  request  for  continued  examination  (RCE)  in  compliance  with 
§  1.1 14  (i.e.,  a  request  accompanied  by  a  submission  and  a  fee) 
and  request  the  entry  of  the  supplemental  reply,  or  resubmit  the 
contents  of  such  reply,  in  the  RCE  submission,  to  have  such 
reply  considered  by  the  examiner.  If  an  RCE  is  filed  after  a 
final  Office  action,  to  have  a  previously  filed  supplemental 
reply  considered,  the  RCE  must  be  accompanied  by  a  reply  to 
the  outstanding  Office  action.  See  §  1.114(c). 

If  an  applicant  cannot  file  a  first  reply  to  a  non-final  Office 
action  that  is  to  his  or  her  satisfaction  (e.g.,  an  affidavit  is  being 
prepared  under  §  1.131),  applicant  may  consider  filing  a 
continuing  application,  such  as  a  continuation  application 
under  §  1 .53(b)  (as  an  RCE  would  not  be  permitted  because  the 
Office  action  is  non-final,  see  §  1.114(b)). 

A  supplemental  reply  would  be  entered  if  it  is  filed  within 
the  period  during  which  action  by  the  Office  is  suspended 
under  §  1.103(a)  through  (c).  If  a  supplemental  reply  is  filed 
during  a  suspension  of  action  that  was  granted  by  the  Office  for 
a  petition,  with  a  showing  of  good  and  sufficient  cause  for 
suspension,  the  supplemental  reply  would  be  entered.  For 
example,  if  test  data  is  required  to  overcome  a  rejection  under 
35  U.S.C.  103(a)  and  the  applicant  needs  more  time  to  conduct 
an  experiment  and  collect  the  test  data,  the  applicant  may  file 
a  first  reply  to  the  Office  action  (as  the  Office  will  not  grant  a 
suspension  of  action  if  there  is  an  outstanding  Office  action 
awaiting  a  reply  by  the  applicant)  and  a  petition  for  suspension 
of  action  with  a  showing  of  good  cause  under  §  1 .103(a).  If  the 
suspension  is  granted  by  the  Office,  applicant  may  submit  the 
test  data  in  a  supplemental  reply  during  the  suspension  period. 
In  addition,  if  an  applicant  is  filing  an  RCE  after  a  final 
rejection  accompanied  by  a  reply  to  the  final  Office  action  and 
needs  more  time  to  prepare  a  supplemental  reply  (e.g.,  an 
affidavit),  applicant  may  consider  filing  a  request  for  suspen- 
sion of  action  under  §  1.103(c)  with  the  RCE.  The  proposed  § 
l.lll(a)(2)(ii)  would  permit  the  affidavit  (which  is  supplemen- 
tal to  the  reply  to  the  final  Office  action)  to  be  entered.  A 
supplemental  reply,  however,  would  not  be  entered  if  it  is  filed 
during  a  suspension  of  action  initiated  by  the  Office  under  § 
1.103(e). 

The  proposed  amendment  to  §  1.1 1 1(a)(2)  would  not  change 
the  impact  of  the  submission  of  a  supplemental  reply  on  patent 
term  adjustment,  in  that  the  submission  of  any  supplemental 
reply  will  cause  a  reduction  of  any  accumulated  patent  term 
adjustment  under  §  1.704(c)(8). 

Section  1.115:  Section  1.115  is  proposed  to  be  amended  by 
adding  a  new  paragraph  (b)  to  treat  all  preliminary  amend- 
ments filed  on  or  prior  to  (where  a  filing  date  being  accorded 
application  papers  is  later  than  the  original  receipt  date  of  the 
application  papers)  the  application  filing  date  as  being  part  of 
the  original  disclosure.  Current  paragraphs  (b)  and  (c)  of  § 
1.115  would  be  redesignated  (c)  and  (d),  respectively.  If  a 
preliminary  amendment  is  determined  to  contain  matter  not 
otherwise  included  in  the  contents  of  the  originally  filed 
specification,  including  claims,  and  drawings,  and  the  prelimi- 
nary amendment  is  not  specifically  referred  to  in  the  oath  or 
declaration  under  §  1.63,  a  new  oath  or  declaration  in  compli- 
ance with  §  1.63  and  referencing  such  preliminary  amend- 
ment(s)  will  be  required.  Further,  the  Office  proposes  to  amend 
current  section  1.115(b)(1),  as  proposed  new  paragraph 
(c)(l)(i),  to  allow  the  Office  to  disapprove  entry  of  any 
amendment,  whether  submitted  prior  to,  on  or  after  the  filing 
date  of  an  application,  which  seeks  cancellation  of  all  claims 
without  presenting  any  new  or  substitute  claims,  except  that 
the  Office  would  treat  a  preliminary  amendment  canceling  all 
of  the  claims  and  presenting  no  new  or  substitute  claims 
procedurally  as  preserving  a  claim  (the  first  independent  claim) 
for  filing  and  fee  calculation  purposes  only. 

Preliminary  Amendment  Submitted  on  or  Prior  to  the  Filing 
Date  as  Part  of  the  Original  Disclosure:  It  has  long  been  the 
practice  that  a  preliminary  amendment  filed  on  or  prior  to  the 
filing  date  of  an  application  may  be  considered  a  part  of  the 
original  disclosure  if  it  is  referred  to  in  a  first  filed  oath  or 
declaration  in  compliance  with  §  1.63.  The  first  filed  oath  or 
declaration  may  have  been  filed  prior  to,  on  or  after  the 


application  filing  date.  If  the  preliminary  amendment  is  not 
referred  to  in  the  oath  or  declaration,  any  request  to  treat  the 
preliminary  amendment  as  a  part  of  the  original  disclosure  is 
by  way  of  petition  under  §  1.182  requesting  that  the  original 
oath  or  declaration  be  disregarded  and  that  the  application  be 
treated  as  an  application  filed  without  an  executed  oath  or 
declaration  under  §  1.53(f).  Any  such  petition  must  be  accom- 
panied by  the  $130.00  petition  fee,  a  newly  executed  oath  or 
declaration  (which  identifies  the  application  and  refers  to  the 
preliminary  amendment),  and  the  requisite  surcharge  under  § 
1.16(e). 

All  application  papers,  including  preliminary  amendments, 
located  in  the  application  file  on  the  application  filing  date  are 
currently  scanned  by  the  Office  of  Initial  Patent  Examination 
(OIPE)  into  an  electronic  image  format.  Therefore,  the  treat- 
ment of  a  preliminary  amendment  as  being  part  of  the  original 
disclosure  by  the  newly  proposed  practice  of  automatically 
treating  all  preliminary  amendments  filed  on  or  prior  to  the 
filing  date  of  an  application  as  being  part  of  the  original 
disclosure  would  add  no  additional  scanning  work  to  OIPE. 
The  proposed  practice,  however,  would  provide  a  consistent 
way  of  treating  preliminary  amendments  and  eliminate  the 
need  for  filing  a  petition.  As  a  result,  valuable  processing  time 
would  be  saved.  No  change  in  practice  is  contemplated 
regarding  inclusion  of  preliminary  amendments  in  a  published 
application,  as  only  preliminary  amendments  submitted  by 
EFS  (electronic  system  for  submitting  patent  applications)  will 
be  included  in  a  published  application.  See  §  1.215(c). 

A  preliminary  amendment  seeking  cancellation  of  all  claims, 
but  not  presenting  any  new  or  substitute  claims,  would  be  part 
of  the  original  disclosure,  but  would  be  entered  only  in  part  in 
conformance  with  the  practice  set  forth  below. 

All  preliminary  amendments  filed  on  or  prior  to  the  filing 
date  of  an  application  are  proposed  to  be  treated  as  part  of  the 
original  disclosure.  These  preliminary  amendments  would  be 
entered  into  the  application.  Thereafter,  the  application,  includ- 
ing the  preliminary  amendments,  would  be  forwarded  to  an 
examiner  for  examination  in  due  course.  During  examination, 
the  examiner  would  make  a  determination  as  to  whether  the 
preliminary  amendments  contain  matter  not  in  the  originally 
filed  specification,  including  claims  and  any  drawings.  If  the 
examiner  determines  that  the  preliminary  amendments  filed  on 
or  prior  to  the  filing  date  of  an  application  contains  only 
subject  matter  disclosed  in  the  contents  of  the  originally  filed 
specification,  including  claims  and  any  drawings,  no  reference 
to  the  preliminary  amendments  in  the  oath  or  declaration 
would  be  necessary  and,  thus,  would  not  be  required.  If, 
however,  it  is  determined  by  the  examiner  that  the  amendments 
filed  on  or  prior  to  the  filing  date  of  an  application  do  contain 
matter  not  in  the  originally  filed  specification,  including  claims 
and  any  drawings,  and  the  preliminary  amendments  are  not 
referred  to  in  a  first  filed  oath  or  declaration  (or  a  later 
submitted  one),  then  a  new  oath  or  declaration  in  compliance 
with  §  1.63  and  referencing  such  preliminary  amendment(s) 
would  be  necessary  and,  thus,  would  be  required  by  the 
examiner.  The  oath  or  declaration  filed  in  such  an  application 
must  identify  the  preliminary  amendment  adding  matter  not  in 
the  originally  filed  specification,  including  claims  and  any 
drawings  as  one  of  the  papers  which  the  inventor(s)  has 
"reviewed  and  understands"  in  order  to  comply  with  § 
1.63(b)(2)  (the  surcharge  under  §  1.16(e)  would  not  be 
required). 

Preliminary  amendments  filed  after  the  filing  date  of  an 
application  are  not  considered  as  part  of  the  original  disclosure 
and  are  not  subject  to  a  determination  of  whether  the  prelimi- 
nary amendments  must  be  referred  to  in  an  oath  or  declaration 
(if  they  contain  subject  matter  not  disclosed  in  the  contents  of 
the  originally  filed  specification,  including  claims  and  any 
drawings)  but  will  be  reviewed  by  the  examiner  for  new 
matter.  Preliminary  amendments  filed  prior  to  or  on  the  filing 
date  of  the  application  by  definition  cannot  contain  new  matter 
whether  or  not  they  are  referred  to  in  a  first  filed  oath  or 
declaration  because  they  would  be  considered  part  of  the 
application  as  originally  filed. 

The  appropriate  provisions  of  the  MPEP  will  be  modified 
accordingly,  if  the  proposed  amendment  to  §  1.115  is  adopted. 

It  is  recognized  that  the  requirement  for  a  new  oath  or 
declaration  when  the  originally  filed  application  papers  include 
preliminary  amendments  which  have  been  determined  by  an 
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examiner  to  contain  matter  not  in  the  originally  filed  specifi- 
cation, including  claims  and  any  drawings  and  are  not  referred 
to  in  the  originally  filed  oath  or  declaration  (or  a  later 
submitted  one)  may  present  a  hardship  in  acquiring  the 
requisite  signatures  of  all  the  inventors.  The  treatment,  how- 
ever, of  such  a  preliminary  amendment  as  being  part  of  the 
original  disclosure  and  the  elimination  of  the  current  petition 
practice  are  believed  to  outweigh  such  hardship. 

A  good  practice  to  follow,  when  at  all  possible,  is  to  refer  to 
all  preliminary  amendments  filed  on  or  prior  to  the  filing  date 
of  an  apphcation,  in  an  oath  or  declaration  filed  under  §  1.63 
whenever  the  oath  or  declaration  is  first  filed.  Following  this 
practice  will  avoid  the  necessity  for  filing  a  new  oath  or 
declaration  referencing  the  preliminary  amendments. 

It  should  be  noted  that  no  oath  or  declaration  filed  under  § 
1.63  would  be  determined  to  be  defective  under  this  section  if 
it  makes  reference  to  a  preliminary  amendment  filed  on  or 
prior  to  the  filing  date  of  an  application,  which  is  determined 
by  the  Ofl&ce  to  contain  only  subject  matter  disclosed  in  the 
contents  of  the  originally  filed  specification,  including  claims 
and  any  drawings. 

Preliminary  Amendment  Filed  Prior  to  the  Filing  Date  of  an 
Application 

Example  A:  An  example  of  a  preUminary  amendment  filed 
prior  to  the  filing  date  of  an  application  is  a  preliminary 
amendment  filed  with  the  original  application  papers,  wherein 
the  original  application  papers  did  not  include  a  specification 
in  compliance  with  35  U.S.C.  112.  Accordingly,  the  apphcation 
papers,  as  filed,  were  not  entitled  to  a  filing  date  under  35 
U.S.C.  111(a)(2)(A).  Thereafter,  a  specification  in  compliance 
with  35  U.S.C.  112  was  filed  in  the  application,  and  the 
application  was  entitled  to  a  filing  date  as  of  the  date  of 
submission  of  the  specification  in  compliance  with  35  U.S.C. 
112. 

Preliminary  Amendment  Not  Desired  To  Be  Part  of  the 
Original  Disclosure 

Example  B 1 :  If  a  preliminary  amendment  is  not  desired  to 
be  a  part  of  the  original  disclosure,  then  such  preliminary 
amendment  must  be  filed  in  the  application  on  a  date  later  than 
the  apphcation  filing  date.  Such  a  situation  could  occur  if  a 
practitioner  drafts  a  preUminary  amendment,  which  he  believes 
contains  only  subject  matter  disclosed  in  the  contents  of  the 
originally  filed  specification,  including  claims  and  any  draw- 
ings, after  a  declaration  was  signed  by  all  the  inventors 
executing  the  application  papers  without  the  preliminary 
amendment  being  before  them  and  it  would  be  very  difficult  to 
obtain  a  new  oath  or  declaration  in  compliance  with  §  1.63 
executed  by  all  the  inventors  referring  to  the  preliminary 
amendment. 

Example  B2:  Where  it  is  determined  by  an  examiner  that  a 
preliminary  amendment  filed  on  or  prior  to  the  filing  date  of  an 
application  (including  an  executed  declaration)  contains  addi- 
tional subject  matter  not  disclosed  in  the  contents  of  the 
originally  filed  specification,  including  claims  and  any  draw- 
ings, a  practitioner  may  determine  that  the  preliminary  amend- 
ment does  not  need  to  be  a  part  of  the  original  disclosure  (e.g., 
to  support  the  particular  invention  being  claimed)  and  there- 
fore it  would  be  easier  to  cancel  the  preliminary  amendment 
rather  than  obtain  a  new  oath  or  declaration  in  compliance  with 
§  1.63  executed  by  all  the  inventors  referring  to  the  preliminary 
amendment. 

Preliminary  Amendment  Adding  a  Benefit  Claim  to  a  Prior 
Apphcation 

Example  CI:  An  apphcation  was  filed  under  §  1.53(b)  as  a 
continuation  application  of  a  prior  filed  (parent)  application 
including  a  specification  (including  claims)  and  drawings 
updated  with  all  desired  amendments  (without  adding  any  new 
matter  (§  1.63(d)(l)(iii)))  from  a  prior  filed  (parent)  applica- 
tion, a  copy  of  a  signed  declaration  used  in  the  prior  apphca- 
tion (§  1.63(d)(l)(iv)),  and  a  preliminary  amendment  adding  a 
benefit  claim.  The  preliminary  amendment  adds  only  a  specific 
reference  to  the  prior  filed  (e.g.,  parent)  application  to  the  first 
fine  of  the  specification.  As  the  preliminary  amendment  was 
submitted  on  fifing,  it  is  part  of  the  original  disclosure. 
Question:  Does  the  oath  or  declaration  need  to  refer  to  this 


preliminary  amendment?  Answer:  No.  As  the  application 
submitted  on  filing  is  an  updated  version  of  the  specification  of 
the  prior  application  (without  adding  new  matter)  including  the 
benefit  claim,  the  oath  or  declaration  does  not  need  to  include 
a  reference  to  the  preliminary  amendment.  Thus,  the  prelimi- 
nary amendment  is  not  adding  additional  subject  matter  not 
disclosed  in  the  contents  of  the  originally  filed  specification  of 
the  continuation  application,  including  claims  and  drawings. 

Example  C2:  In  addition  to  the  facts  set  forth  in  Example 
C(l),  the  specification  submitted  on  filing  inadvertently  omit- 
ted a  copy  of  page  5  of  the  specification,  however,  the 
transmittal  letter  (PTO/SB/05)  submitted  on  filing  stated  the 
following: 

For  CONTINUATION  OR  DIVISIONAL  APPS  only:  The 
entire  disclosure  of  the  prior  application,  from  which  an  oath  or 
declaration  is  supplied  under  Box  5b,  is  considered  a  part  of 
the  disclosure  of  the  accompanying  continuation  or  divisional 
application  and  is  hereby  incorporated  by  reference.  The 
incorporation  can  only  be  relied  upon  when  a  portion  has  been 
inadvertently  omitted  from  the  submitted  application  parts. 

Thereafter,  the  omitted  page  5  from  the  prior  application, 
that  was  intended  to  be  submitted  with  the  new  application  on 
filing  but  was  not,  is  then  submitted.  Question:  Is  a  new  oath 
or  declaration  required?  Answer:  No.  While  the  continuation 
application  did  not  include  all  the  subject  matter  of  the  prior 
application  which  was  intended  to  be  submitted  on  filing,  the 
application  did  include  a  limited  incorporation  by  reference. 
See  MPEP  §  201.06(c).  As  the  material  of  page  5  of  the  prior 
application  was  inadvertently  omitted  on  filing,  the  incorpora- 
tion by  reference  would  permit  the  entry  of  the  subject  matter 
of  page  5  of  the  prior  application  into  the  continuation 
application.  See  also  proposed  §  1.57(a). 

PreUminary  Amendment  Adding  New  Matter  to  a  Continuation 
Application 

Example  D:  An  application  was  filed  under  §  1.53(b)  as  a 
continuation  appUcation  of  a  prior  filed  (parent)  appUcation 
including  an  updated  specification  (including  claims)  and 
drawings  from  a  prior  filed  (parent)  application,  a  copy  of  the 
signed  declaration  from  the  prior  appUcation,  and  a  prelimi- 
nary amendment.  The  preliminary  amendment  included  a 
benefit  claim  and  also  a  new  matter  amendment  of  the 
specification,  which  new  matter  was  not  disclosed  in  the 
contents  of  the  originally  filed  specification,  including  claims 
and  drawings.  As  the  preliminary  amendment  was  submitted 
on  filing,  it  is  part  of  the  original  disclosure.  Question:  Does 
the  oath  or  declaration  need  to  refer  to  this  preliminary 
amendment?  Answer:  Yes.  As  the  application  includes  new 
matter,  the  application  cannot  be  a  continuation  application. 
The  application  is  a  continuation-in-part  application.  An  ex- 
aminer would  equire  that  the  application  be  redesignated  as  a 
continuation-in-part  application,  and  require  a  new  oath  or 
declaration  in  compliance  with  §  1.63  and  referencing  the 
preliminary  amendment(s). 

The  Office  is  particularly  interested  in  comments  from  our 
customers  regarding  whether  the  benefits  of  the  proposed 
change  in  Office  policy  (elimination  of  the  current  petition 
practice  and  treatment  of  preliminary  amendments  filed  on  or 
prior  to  the  filing  date  of  an  application  as  part  of  the  original 
disclosure)  outweighs  the  attendant  hardship  (reexecution  of 
the  oath  or  declaration). 

This  change  to  §  1.115  would  not  be  retroactive  to  any 
appUcations  filed  before  the  effective  date  of  the  rule  change. 
The  proposed  change  would  be  prospective  only  since  to  apply 
the  change  retroactively  would  result  in  changing  the  expec- 
tations regarding  treatment  of  preliminary  amendments  filed 
on  or  prior  to  the  filing  date  of  an  appUcation  by  the  Office. 

PreUminary  Amendment  Cancelling  All  Claims:  Current 
paragraph  (b)  of  §  1.115  is  proposed  to  be  redesignated  as 
paragraph  (c)  based  on  the  above  new  proposed  paragraph  (b) 
and  would  be  reformatted  to  accommodate  the  addition  of  new 
paragraph  (c)(l)(i)  as  is  being  proposed  to  treat  a  preliminary 
amendment  seeking  to  cancel  all  claims. 

Before  June  of  1998,  it  was  the  practice  of  the  Office  to  treat 
an  application  filed  with  an  amendment  (preUminary  amend- 
ment) canceUng  all  of  the  claims  and  presenting  no  new  or 
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substitute  claims  by  denying  entry  of  the  amendment.  See 
MPEP  §  711.01  and  714.19.  /«  Baxter  Int' I  Inc.  v.  McGaw  Inc., 
149  F.3d  1321,  47  USPQ2d  1225  (Fed.  Cir.  1998),  the  Federal 
Circuit  held  that  a  divisional  application  that  included  instruc- 
tions to  cancel  all  of  the  claims  in  the  specification,  without 
presenting  any  new  claims,  and  did  not  contain  at  least  one 
claim  as  required  by  35  U.S.C.  112,  *!  2,  was  not  entitled  to  a 
fihng  date  under  35  U.S.C.  111(a)  until  the  date  an  amendment 
including  at  least  one  claim  was  filed  in  the  application. 
Following  Baxter,  the  Office  changed  its  practice  and  no  longer 
accorded  a  filing  date  to  any  application  that  was  accompanied 
by  a  preliminary  amendment  which  canceled  all  claims  and 
failed  to  simultaneously  submit  any  new  claims.  See  Any 
Application  Filed  With  Instructions  to  Cancel  All  of  the  Claims 
in  the  Application  is  Not  Entitled  to  a  Filing  Date,  1216  Off. 
Gaz.  Pat.  Office  46  (Nov.  10,  1998). 

Subsequently,  in  Exxon  Corp.  v.  Phillips  Petroleum  Co.,  265 
F3d  1249,  60  USPQ2d  1368  (Fed.  Cir.  2001),  the  Federal 
Circuit  affirmed  that  the  Office  may  refuse  to  enter  an  improper 
amendment  that  would  cancel  all  of  the  claims  in  an  applica- 
tion to  avert  harm  (loss  of  a  filing  date)  to  an  applicant.  The 
Federal  Circuit  distinguished  its  decision  in  Baxter  since  in 
Baxter  the  Office  did  enter  the  amendment  that  canceled  all  of 
the  claims  in  the  application,  thus  resulting  in  the  application 
not  being  entitled  to  a  filing  date.  In  contrast,  in  Exxon  the 
Office  refused  to  enter  the  amendment  cancelling  all  the 
claims.  The  Office  did,  however,  cancel  all  the  dependent 
claims  and  preserve  one  claim  for  filing  purposes  only.  Thus, 
all  the  claims  were  never  canceled. 

Consistent  with  Exxon  Corp.  v.  Phillips  Petroleum  Co.  and 
MPEP  §  711.01  and  714.19,  paragraph  (H),  (8th  ed.  2001),  the 
Office  would  disapprove  entry  of  any  amendment  (whether 
submitted  prior  to,  on  or  after  the  filing  date  of  the  application) 
that  seeks  cancellation  of  all  claims  but  does  not  present  any 
new  or  substitute  claims.  For  filing  purposes,  that  is,  fee 
calculation  purposes,  the  Office  would  treat  such  an  application 
as  containing  a  single  claim,  which  would  be  the  first  inde- 
pendent claim,  claim  1 ,  wherein  such  claim  would  be  the  only 
claim  that  would  be  considered  part  of  the  original  disclosure. 
See  Example  A  above  for  an  illustration  of  a  prehminary 
amendment  filed  prior  to  the  filing  date  of  an  application. 

The  proposed  amendment  to  §  1.115(c)(1)  would  be  a 
codification  of  the  Office's  current  practice  as  set  forth  in 
MPEP  §  711.01  and  714.19,  paragraph  (H).  In  addition,  the 
provision  in  MPEP  §  601.01(e)  concerning  the  treatment  of  a 
nonpro visional  application  accompanied  by  a  preliminary 
amendment  which  cancels  all  claims  and  fails  to  simulta- 
neously submit  any  new  claim(s)  would  be  revised  to  be  in 
conformance  with  current  practice.  See  Treatment  of  Amend- 
ments that  if  Entered  Would  Cancel  All  of  the  Claims  in  an 
Application,  1255  Off.  Gaz.  Pat.  Office  827  (Feb.  5,  2002). 

This  change  to  §  1.115  (if  adopted)  would  apply  to  any 
applications  filed  before  the  effective  date  of  the  rule  change, 
as  it  is  a  codification  of  current  Office  practice. 

Section  1.116:  Section  1.116(b)  is  proposed  to  be  revised  to 
make  it  clear  that  the  reexamination  proceeding  is  not  termi- 
nated under  §  1.550(d)  or  1.957(b),  but  rather  the  prosecution 
of  the  reexamination  is  concluded  under  §  1.550(d)  or 
1.957(b).  See  the  discussion  below  as  to  the  amendment  of  § 
1.550  for  the  rationale  for  this  change.  See  also  §§  1.502, 
1.570,  1.902,  1.953,  1.957,  1.958,  1.979,  and  1.997. 

It  is  further  proposed  that  §  1.116(b)  be  revised  to  more 
appropriately  set  forth  the  §  1.957(c)  consequences  of  a  failure 
to  respond  in  an  inter  partes  reexamination.  The  inter  partes 
reexamination  prosecution  is  neither  terminated  nor  concluded 
where  the  patent  owner  fails  to  timely  respond  to  an  Office 
action,  and  claims  in  the  proceeding  remain  patentable.  Rather, 
an  Office  action  is  issued  to  thereby  permit  the  third  party 
requester  to  challenge  the  claims  found  patentable. 

Section  1.131:  Section  1.131(b)  is  proposed  to  be  amended 
for  correction  of  a  typographical  error  that  was  inadvertently 
introduced  in  the  final  rule  Miscellaneous  Amendments  of 
Patent  Rules,  53  FR  23728  (June  23,  1988)  (final  rule).  The 
typographical  error  to  be  corrected  is  contained  in  the  text  at 
the  end  of  the  second  (and  last)  sentence  of  §  1.131(b),  which 
pertains  to  exhibits  or  records  needed  to  substantiate  an  oath  or 
declaration  of  prior  invention  swearing  behind  a  reference 


applied  in  a  rejection  of  a  claim.  Specifically,  the  text  "of  their 
absence  satisfactorily  explained"  should  read  "or  their  absence 
satisfactorily  explained"  (emphasis  added).  Thus,  §  1.131(b) 
would  be  amended  to  clarify  that  for  any  oath  or  declaration 
under  §  1.131  lacking  original  exhibits  of  drawings  or  records 
in  support  thereof,  the  absence  of  such  original  exhibits  of 
drawings  or  records  must  be  satisfactorily  explained. 

Section  1.136:  Section  1.136(b)  is  proposed  to  be  amended 
to  add  a  petition  fee  requirement.  Paragraph  1.136(a)(2),  for 
example,  specifically  refers  to  §  1.136(b)  for  extensions  of 
time  to  file  replies  under  §§  1.193(b),  1.194,  1.196  or  1.197 
after  a  notice  of  appeal  is  filed.  For  such  replies  on  appeal  § 
1.136(a)  is  not  available  for  extending  the  time  period  for 
reply,  and  applicants  may  be  able  to  make  the  §  1.136(b) 
"sufficient  cause"  showing.  To  evaluate  whether  a  showing  of 
"sufficient  cause"  exists,  decisions  on  §  1.136(b)  requests 
require  a  thorough  evaluation  of  facts  and  circumstances  on  a 
case-by-case  basis.  Furthermore,  requests  under  §  1.136(b)  are 
generally  treated  expeditiously  by  the  deciding  official.  At 
MPEP  §  710.02(e).  it  is  recommended  that  requests  under  § 
1.136(b)  be  filed  in  duplicate  with  a  stamped  return-address 
envelope  to  assist  the  Office  in  processing  these  requests  with 
special  dispatch.  To  reflect  the  Office's  cost  of  deciding 
requests  under  §  1.136(b),  it  is  proposed  that  a  requirement  for 
a  petition  fee  be  added  to  §  1.136(b).  Evaluation  of  a  request 
for  an  extension  of  time  under  §  1.136(b)  for  sufficient  cause  is 
analogous  to  evaluation  of  a  request  for  the  Office  to  suspend 
action  for  sufficient  cause  pursuant  to  §  1.103(a).  See  discus- 
sion of  §  1.17. 

Section  1.137:  Sections  1.137(a),  (b)  and  (e)  are  proposed  to 
be  amended  to  clarify  that  the  reexamination  proceedings 
under  §  1.957(c)  referred  to  in  §  1.137(b)  and  (c)  are  "limited 
as  to  further  prosecution."  Section  1.137(d)  is  also  proposed  to 
be  amended  to  clarify  that  when  reviving  a  reissue  application 
pursuant  to  §  1.137  a  terminal  disclaimer  is  not  required. 

Sections  1.137(a),  (b)  and  (e)  are  proposed  to  be  amended  to 
more  appropriately  set  forth  the  consequences  of  a  failure  to 
respond  when  governed  by  §  1.957(c).  An  inter  partes  reex- 
amination prosecution  is  neither  terminated  nor  concluded 
where  the  patent  owner  fails  to  timely  respond  to  an  Office 
action  and  claims  in  the  proceeding  remain  patentable.  An 
Office  action  is  issued  instead  to  thereby  permit  the  third  party 
requester  to  challenge  the  claims  found  patentable.  As  set  forth 
in  §  1.957(c),  "[i]f  claims  are  found  patentable  and  the  patent 
owner  fails  to  file  a  timely  and  appropriate  response  to  any 
Office  action  in  an  inter  partes  reexamination  proceeding, 
further  prosecution  will  be  limited  to  the  claims  found  patent- 
able at  the  time  of  the  failure  to  respond,  and  to  any  claims 
added  thereafter  which  do  not  expand  the  scope  of  the  claims 
which  were  found  patentable  at  that  time."  The  proposed 
revision  refers  accordingly  to  "revival"  of  an  inter  partes 
reexamination  prosecution  which  has  been  "limited"  under  § 
1.957(c). 

Section  1.137(d)(3)  is  proposed  to  be  amended  to  clarify  that 
the  terminal  disclaimer  requirements  of  paragraph  (d)(1)  do 
not  apply  to  reissue  applications. 

Pursuant  to  35  U.S.C.  251,  a  patent  is  reissued  "for  the 
unexpired  part  of  the  term  of  the  original  patent."  Hence,  any 
period  of  abandonment  of  a  reissue  application,  should  the 
reissue  application  become  revived  and  serve  to  reissue  the 
patent,  will  result  in  a  loss  of  patent  term  for  the  period  that  the 
reissue  application  was  abandoned.  Accordingly,  there  is  no 
need  to  impose  an  additional  penalty  on  patentee  to  terminally 
disclaim  the  entire  period  of  abandonment  of  a  reissue  appli- 
cation. This  rationale  accords  with  the  exclusion  of  the 
terminal  disclaimer  requirement  when  petitioning  for  revival 
of  nonprovisional  applications  filed  on  or  after  June  8,  1995, 
pursuant  to  §  1.137(d)(1). 

Current  Office  practice  does  not  require  a  terminal  dis- 
claimer as  a  condition  precedent  for  revival  of  an  abandoned 
reissue  application,  no  matter  when  the  application  was  filed, 
where  revival  is  otherwise  appropriate. 

In  order  to  codify  current  practice,  §  1.137(d)(3)  is  proposed 
to  be  amended  by  inserting  "to  reissue  applications"  to  provide 
a  blanket  exception  for  reissue  applications.  Regardless  of 
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when  the  reissue  application  was  filed,  applicant  is  not  required 
to  file  an  accompanying  terminal  disclaimer  with  a  petition  to 
revive  under  §  1.137. 

Section  1.165:  Section  1.165(b)  is  proposed  to  be  amended 
to  remove  the  requirement  for  a  black  and  white  copy  of  a 
color  drawing  or  photograph.  This  requirement  has  already 
been  waived.  See  Interim  Waiver  of  Parts  of  37  CFR  1.84  and 
J.  165,  and  Delay  in  the  Enforcement  of  the  Change  in  37  CFR 
1.84(e)  to  No  Longer  Permit  Mounting  of  Photographs,  1246 
Off.  Gaz.  Pat.  Office  106  (May  22,  2001). 

Section  1.173:  Section  1.173(b)  is  amended  to  clarify  that 
paragraphs  (b)(1).  (b)(2)  and  (b)(3)  are  directly  related  to,  and 
should  be  read  with,  paragraph  (b). 

Section  1.175:  Section  1.175  is  proposed  to  be  amended  by 
adding  a  new  paragraph  (e)  requiring  a  new  oath  or  declaration 
for  continuing  reissue  applications,  which  must  identify  an 
error  not  corrected  in  an  earher  reissue  application. 

Section  1.175  is  currently  interpreted  to  require  any  con- 
tinuing reissue  application  whose  parent  application  has  not 
been  abandoned  to  include  an  oath  or  declaration  identifying  at 
least  one  error  being  corrected,  which  error  is  different  from 
the  error(s)  being  corrected  in  the  parent  reissue  (or  an  earlier 
reissue).  Ordinarily,  a  single  reissue  application  is  filed  to 
replace  a  single  original  patent  and  corrects  all  of  the  errors 
recognized  by  the  applicant  at  the  time  of  filing  of  the  (single) 
reissue.  If,  during  the  prosecution  of  the  reissue  application, 
applicant  (patentee)  recognizes  additional  errors  needing  cor- 
recting, such  corrections  could,  and  should,  be  made  in  the 
same  application.  If,  however,  after  the  close  of  prosecution 
and  up  until  the  time  that  the  first  reissue  issues,  applicant 
recognizes  a  further  error  which  needs  correction  and  files  a 
continuing  reissue  application,  §  1.175(e)  would  now  explic- 
itly require  applicant  to  include  an  oath  or  declaration  which 
identifies  an  error  which  was  not  corrected  in  the  parent  reissue 
application  or  in  an  earher  reissue  application,  e.g.,  a  grand- 
parent reissue  application. 

Section  1.178:  Section  1.178  is  proposed  to  be  amended  to 
eliminate  the  requirement  for  physical  surrender  of  the  original 
letters  patent  (i.e.,  the  "ribbon  copy"  of  the  original  patent)  in 
a  reissue  application,  and  to  make  surrender  of  the  original 
patent  automatic  upon  the  grant  of  the  reissue  patent.  The 
reissue  statute  provides  in  part  that: 

Whenever  any  patent  is,  through  error  without  any  deceptive 
intention,  deemed  wholly  or  partly  inoperative  or  invalid,  by 
reason  of  a  defective  specification  or  drawing,  or  by  reason  of 
the  patentee  claiming  more  or  less  then  he  had  a  right  to  claim 
in  the  patent,  the  Director  shall,  on  the  surrender  of  such  patent 
and  the  payment  of  the  fee  required  by  law,  reissue  the  patent 
for  the  invention  disclosed  in  the  original  patent,  and  in 
accordance  with  a  new  and  amended  application,  for  the 
unexpired  part  of  the  term  of  the  original  patent. 

See  35  U.S.C.  251,  ^  1  (emphasis  added). 

While  the  statutory  language  requires  a  "surrender"  of  the 
original  patent,  it  does  not  require  a  physical  surrender  of  the 
actual  letters  patent,  nor  even  a  statement  that  the  patent  owner 
surrenders  the  patent.  Physical  surrender  by  submission  of  the 
letters  patent  (i.e.,  the  copy  of  the  original  patent  grant)  is 
currently  required  by  rule  via  §  1.178:  however,  such  submis- 
sion is  only  symbolic,  since  the  patent  right  exists  indepen- 
dently of  physical  possession  of  the  letters  patent. 

It  is  the  right  to  the  original  patent  that  must  be  surrendered 
upon  grant  of  the  reissue  patent,  rather  than  any  physical 
document.  Thus,  where  the  letters  patent  is  not  submitted 
during  the  prosecution  of  the  reissue  application  because  it  is 
stated  in  the  reissue  that  the  letters  patent  copy  of  the  patent  is 
lost  or  inaccessible,  there  is  no  evidence  that  any  stigma  is 
attached  to  the  reissue  patent  by  the  public.  Further,  there  is  no 
case  law  treating  such  a  reissue  patent  adversely  due  to  the 
failure  to  submit  the  letters  patent.  In  fact,  there  is  no  legal 
reason  to  retain  the  requirement  for  physical  surrender  of  the 
letters  patent.  On  the  other  hand,  there  is  much  benefit  for 
eliminating  the  requirement  for  physical  surrender  of  the 
letters  patent. 


It  would  be  beneficial  to  both  the  Office  and  the  public  to 
recognize  and  provide  that  the  surrender  of  the  original  patent 
is  automatic  upon  the  grant  of  the  reissue  patent  to  thereby 
eliminate  the  requirement  for  a  physical  submission  of  the 
letters  patent,  and  to  eliminate  even  the  need  for  filing  a  paper 
offering  to  physically  surrender  the  letters  patent  (§  1.178(a)). 

The  current  requirement  for  submission  of  the  patent  docu- 
ment requires  the  patent  owner  (seeking  reissue)  to  try  to 
obtain  the  letters  patent  copy  of  the  patent.  If  the  document  was 
lost  or  misplaced,  the  patent  owner  must  search  for  it.  If  it  is  in 
the  hands  of  a  former  employee,  the  patentee  must  make  an 
effort  to  secure  it  from  that  employee  (who  might  not  be  on 
friendly  terms  with  the  patentee).  If  the  letters  patent  can  be 
obtained,  it  must  then  be  physically  submitted  without  losing 
or  destroying  it.  If  the  letters  patent  cannot  be  obtained,  the 
patent  owner  must  make  a  statement  of  loss  (Form  PTO/SB/ 
55)  or  explain  that  it  cannot  be  obtained  from  the  party  having 
physical  possession  of  it.  The  proposed  revision  of  §  1.178 
would  eliminate  these  burdens,  and  the  requirement  for  use  of 
form  PTO/SB/55  or  its  equivalent. 

At  present,  the  requirement  for  submission  of  the  letters 
patent  copy  of  the  patent  provides  an  unnecessary  drain  on 
Office  processing  and  storage  resources  in  dealing  with  the 
submitted  letters  patent  document.  Further,  in  the  event  the 
reissue  is  not  granted,  the  Office  must  return  the  letters  patent 
to  the  applicant  where  such  is  requested.  The  proposed  revision 
would  do  away  with  the  burden  on  the  Office  of  processing, 
storing,  and  returning  letters  patent. 

The  current  requirement  for  submission  of  the  original 
patent  (the  letters  patent),  or  a  statement  as  to  its  loss,  results 
in  a  "built  in"  delay  in  the  prosecution  while  the  Office  awaits 
submission  of  the  letters  patent  or  the  statement  of  loss,  which 
is  often  submitted  only  after  an  indication  of  allowance  of 
claims.  The  proposed  revision  would  reduce  reissue  applica- 
tion pendency,  since  the  Office  would  no  longer  need  to  delay 
prosecution  while  waiting  for  the  letters  patent  or  the  statement 
of  loss. 

As  a  final  point,  the  complete  eUmination  of  the  requirement 
for  an  affirmative  act  (of  surrender)  by  the  patent  owner  would 
put  reissue  in  step  with  other  post  patent  proceedings  for 
change  of  patent  which  have  no  requirement  for  even  a 
statement  of  surrender  (e.g.,  reexamination  certificate,  certifi- 
cate of  correction). 

Section  1.179:  Section  1.179  would  be  removed  and  re- 
served as  no  longer  being  necessary.  The  information  provided 
by  this  rule,  i.e.,  notification  to  the  public  in  the  patent  file  that 
a  reissue  application  has  been  filed  for  a  particular  patent,  is 
now  available  through  other  means,  such  as  public  PAIR  on  the 
Office's  Internet  home  page.  This  source  of  information  can  be 
entered  through  the  Office's  Internet  Web  site  at  http:// 
frwebgate.access.gpo.gov/cgi-bin/ 

leaving.cgi?from=leavingFR.html&log=linklog&to=http:// 
pair,  uspto.gov/cgi-bin/final/home.pl  wherein  the  user  can 
enter  the  original  patent  number,  click  on  "Search,"  and  then 
click  on  "Continuity  Data."  Any  post-issuance  filings  (e.g., 
reissues,  reexamination  proceedings)  will  be  identified  by 
scrolling  to  "Child  Continuity  Data."  To  identify  an  application 
under  "Child  Continuity  Data"  as  a  reissue,  the  user  simply 
clicks  on  the  desired  application  number  and  searches  through 
the  file  contents  screen  for  "Notice  of  Reissue  Published  in 
Official  Gazette."  The  Patent  Assistance  Center  (PAC)  Help- 
desk  (telephone  number:  800-786-  9199)  can  also  provide 
information  to  the  public  on  reissue  fiUngs.  Removal  of  the 
provision  that  the  OflBce  place  a  separate  paper  in  the  patent  file 
stating  that  a  reissue  has  been  filed  would  therefore  eliminate 
several  processing  steps  within  the  Office  and  contribute  to 
overall  efficiency.  Similarly,  public  PAIR  will  indicate  termi- 
nation of  the  reissue  examination,  and  placing  a  second 
separate  paper  notice  to  that  effect  in  the  patent  file  would  be 
unnecessary. 

The  Office,  through  recent  rule  changes,  has  removed  other 
language  directed  solely  to  internal  instructions  or  directions  to 
itself,  and  v  hich  do  not  directly  impact  patent  applicants  or  the 
public.  See,  e.g.,  Changes  to  Implement  the  Patent  Business 
Goals,  65  FR  54603,  54644,  54676  (Sept.  8,  2000).  1238  Off. 
Gaz.  Pat.  Office  11  (Sept.  19,  2000)  (revised  §  1.176  to 
eliminate  instructions  providing  for  a  two-month  delay  of 
examination   following  the  notice  of  reissue   fifing  in  the 
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Official  Gazette).  Additionally.  Office  personnel  can  internally 
through  the  PALM  database  access  information  regarding 
reissue  filings  and  do  not  rely  on  the  presence  or  absence  of  the 
notice  in  the  patent  file  as  determinative  of  reissue  status. 

Section  1.182:  Section  1.182  is  proposed  to  be  amended  to 
refer  to  the  petition  fee  set  forth  in  §  1.17(f)  for  consistency 
with  the  change  to  §  1.17.  See  discussion  of  §  1.17. 

Section  1.183:  Section  1.183  is  proposed  to  be  amended  to 
refer  to  the  petition  fee  set  forth  in  §  1.17(f)  for  consistency 
with  the  change  to  §  1.17.  See  discussion  of  §  1.17. 

Section  1.213:  Section  1.213(a)  is  proposed  to  be  amended 
to  add  a  provision  that  the  certification  under  §  1.213(a)(3)  is 
not  appropriate  unless  the  person  signing  the  request  has  made 
an  actual  inquiry  consistent  with  the  requirements  of  § 
10. 1 8(b)  of  this  chapter  with  respect  to  the  application  to  which 
the  request  and  certification  pertains  to  determine  that:  (1)  The 
application  has  not  been  the  subject  of  an  application  filed  in 
another  country,  or  under  a  multilateral  international  agree- 
ment, that  requires  publication  of  applications  at  eighteen 
months  after  filing;  and  (2)  the  applicant's  intent  at  the  time  the 
nonpublication  request  is  being  filed  is  that  the  application  will 
not  be  the  subject  of  an  application  filed  in  another  country,  or 
under  a  multilateral  international  agreement,  that  requires 
publication  of  applications  at  eighteen  months  after  filing.  The 
Office  has  received  inquiries  which  make  it  apparent  that  a 
number  of  practitioners  consider  a  certification  under  35 
U.S.C.  122(b)(2)(B)(i)  and  §  1.213(a)  appropriate  so  long  as 
the  applicant  has  not  filed,  and  has  not  yet  made  a  decision 
whether  to  file,  a  counterpart  application  in  a  foreign  country, 
or  under  a  multilateral  international  agreement,  that  requires 
publication  of  applications  at  eighteen  months  after  filing  ("a 
counterpart  application  subject  to  eighteen-month  publica- 
tion"). Thus,  §  1.213(a)  is  proposed  to  be  amended  to  more 
clearly  place  persons  signing  nonpublication  requests  under  § 
1.213(a)  on  notice  as  to  what  a  certification  under  35  U.S.C. 
122(b)(2)(B)(i)  and  §  1.213(a)  entails. 

A  nonpublication  request  must  contain  a  certification  that 
"the  invention  disclosed  in  the  application  has  not  and  will  not 
be  the  subject  of  an  application  filed  in  another  country,  or 
under  a  multilateral  international  agreement,  that  requires 
publication  of  applications  18  months  after  filing"  (emphasis 
added).  See  35  U.S.C.  122(b)(2)(B)(i).  A  certification  under  35 
U.S.C.  122(b)(2)(B)(i)  and  §  1.213(a)  is  not  appropriate  unless 
the  applicant's  intent  at  the  time  the  nonpublication  request  is 
being  filed  is  not  to  file  a  counterpart  application  that  would  be 
subject  to  eighteen-month  publication  for  the  particular  appli- 
cation with  which  the  nonpublication  request  is  filed.  That  is. 
the  applicant  must  have  an  affirmative  intent  not  to  file  a 
counterpart  application  that  would  be  subject  to  eighteen- 
month  publication,  and  not  just  the  absence  of  any  intent  or 
plan  concerning  the  filing  of  any  counterpart  application  that 
would  be  subject  to  eighteen-month  publication.  In  addition,  a 
certification  on  the  basis  of  a  lack  of  knowledge  of  the 
applicant's  plans  concerning  the  filing  of  any  counterpart 
application  that  would  be  subject  to  eighteen-month  publica- 
tion or  the  applicant's  past  practices  or  tendencies  with  respect 
to  the  filing  of  foreign  counteipart  applications  would  not  meet 
the  requirement  that  the  person  signing  the  request  make  an 
"actual  inquiry"  "with  respect  to  the  application  to  which  the 
request  and  certification  pertains."  Obviously,  that  a  particular 
applicant  has  a  tendency  to  file  counterpart  applications  for 
fewer  than  fifty  percent  of  its  U.S.  applications  is  not  alone  an 
adequate  basis  for  filing  all  or  any  of  the  U.S.  applications  with 
a  nonpubfication  request  under  §  1.213(a). 

Section  1.213(b)  (and  §  1.213(c))  is  proposed  to  be  amended 
to  incorporate  into  the  rules  of  practice  the  Office's  interpre- 
tation of  the  interplay  between  the  provision  in  35  U.S.C. 
122(b)(2)(B)(ii)  for  rescission  of  a  previously  filed  nonpubli- 
cation request  and  the  notice  requirement  of  35  U.S.C. 
122(b)(2)(B)(iii).  The  Office  published  a  notice  advising  prac- 
titioners that  the  requirement  in  35  U.S.C.  122(b)(2)(B)(iii) 
(and  §  1.213(c))  for  a  notice  of  the  foreign  filing  is  in  addition 
to  any  rescission  of  the  nonpublication  request  under  35  U.S.C. 
122(b)(2)(B)(ii)  (and  §  1.213(b)).  See  Reminder  that  Rescis- 
sion of  a  Nonpublication  Request  is  Not  Itself  a  Notice  of 
Foreign  Filing,  1270  Off.  Gaz.  Pat.  Office  20  (May  6,  2003). 
The  inquiries  in  response  to  that  notice  revealed  that  many 
practitioners  were  unaware  of  this  information.  These  inquiries 
also  revealed  that  many  practitioners  who  filed  a  counterpart 


application  subject  to  eighteen-month  publication  after  filing  a 
nonpublication  request  in  a  U.S.  application  rescinded  the 
nonpublication  request  by  filing  a  nonpublication  request 
rescission  form  that  did  not  also  contain  a  foreign  filing  notice 
(in  many  situations  because  the  foreign  filing  notice  included 
on  the  Office  pre-printed  form  was  removed).  In  view  of  these 
inquiries,  the  Office  published  a  notice  further  clarifying  the 
Office's  interpretation  of  the  provisions  of  35  U.S.C. 
122(b)(2)(B)(ii)-(iv).  See  Clarification  of  the  United  States 
Patent  and  Trademark  Office's  Interpretation  of  the  Provisions 
of  35  U.S.C.  122(b)(2)(B)(iiHiv),  1272  Off.  Gaz.  Pat.  Office  22 
(July  1,  2003).  Section  1.213(b)  is  specifically  proposed  to  be 
amended  to  indicate  that  the  mere  filing  of  a  request  under  § 
1.213(b)  to  rescind  a  previously  filed  nonpublication  request 
does  not  comply  with  the  notice  requirement  of  35  U.S.C. 
122(b)(2)(B)(iii)  and  §  1.213(c)  (for  applicants  who  submitted 
a  nonpubfication  request  under  §  1.213(a).  but  before  filing  the 
request  under  §  1.213(b)  to  rescind  the  previously  filed 
nonpublication  request,  also  filed  an  application  directed  to  the 
invention  disclosed  in  the  application  in  which  the  nonpubli- 
cation request  was  submitted  in  another  country,  or  under  a 
multilateral  international  agreement,  that  requires  publication 
of  applications  eighteen  months  after  filing).  See  Clarification 
of  the  United  States  Patent  and  Trademark  Office's  Interpre- 
tation of  the  Provisions  of  35  U.S.C.  I22(b)(2)(B)(ii)-(iv),  1272 
Off.  Gaz.  Pat.  Office  at  23.  Section  1.213(b)  is  also  proposed  to 
be  amended  to  indicate  that  the  provisions  of  §  1 .8  do  not  apply 
in  determining  whether  such  an  application  has  been  filed 
before  filing  a  request  under  §  1.213(b)  to  rescind  a  previously 
filed  nonpublication  request.  See  Clarification  of  the  United 
States  Patent  and  Trademark  Office's  Interpretation  of  the 
Provisions  of  35  U.S.C.  §  I22(b)(2)(B)(iiHiv),  Mil  Off.  Gaz. 
Pat.  Office  at  23-24. 

Section  1.213(b)  is  also  proposed  to  be  amended  to  provide 
that  a  request  under  §  1.213(b)  to  rescind  a  nonpublication 
request  is  not  appropriate  unless  the  person  signing  the  request 
has  made  an  inquiry  consistent  with  the  requirements  of  § 
10.18(b)  of  this  chapter  and  determined  that  a  nonpublication 
request  under  §  1.213(a)  was  previously  filed  in  the  apphcation 
in  which  the  request  to  rescind  a  nonpublication  request  is 
directed.  A  number  of  practitioners  have  developed  the  practice 
of  fifing  a  request  under  §  1.213(b)  to  rescind  a  nonpublication 
request  in  all  applications  for  which  a  counterpart  application 
subject  to  eighteen-month  publication  is  filed,  regardless  of 
whether  a  nonpublication  request  was  filed  in  the  application. 
Processing  a  request  under  §  1.213(b)  to  rescind  a  nonpubli- 
cation request  in  an  application  in  which  a  nonpublication 
request  was  not  previously  filed  in  the  application  is  burden- 
some on  the  Office.  This  is  because  the  filing  of  a  nonpubli- 
cation request  in  an  application  for  which  a  nonpublication 
request  is  not  entered  in  the  Office's  computer  system  gener- 
ally results  in  a  search  of  the  application  file  to  determine 
whether  the  Office  failed  to  record  a  nonpublication  request  in 
the  Office's  computer  system.  The  filing  of  a  request  under  § 
1.213(b)  to  rescind  a  nonpublication  request  in  an  application 
in  which  a  nonpublication  request  was  not  previously  filed  is 
unwarranted  and  results  in  an  unnecessary  delay  and  a  needless 
increase  in  the  cost  of  processing  the  application.  Thus,  the 
Office  considers  this  course  of  conduct  to  be  in  violation  of  § 
10.18(b).  Therefore,  the  Office  is  proposing  to  amend  § 
1.213(b)  to  place  persons  signing  a  request  under  §  1.213(b)  to 
rescind  a  nonpublication  request  on  notice  that  such  a  request 
is  not  appropriate  unless  the  person  signing  the  request  has 
made  an  inquiry  consistent  with  the  requirements  of  §  10.18(b) 
of  this  chapter  and  determined  that  a  nonpublication  request 
under  §  1.213(a)  was  previously  filed  in  the  application  in 
which  the  request  to  rescind  a  nonpublication  request  is 
directed.  Practitioners  who  continue  to  engage  in  the  practice 
of  filing  a  request  under  §  1.213(b)  to  rescind  a  nonpublication 
request  in  applications  for  which  a  nonpublication  request  was 
never  filed  may  be  subject  to  sanctions,  disciplinary  action,  or 
both  (see  §  10.18(c)  and  (d)). 

Section  1.213(c)  is  (as  discussed  above  with  respect  to  § 
1.213(b))  proposed  to  be  amended  to  incorporate  into  the  rules 
of  practice  the  Office's  interpretation  of  the  interplay  between 
theprovision  in  35  U.S.C.  122(b)(2)(B)(ii)  for  rescission  of  a 
previously  filed  nonpublication  request  and  the  notice  require- 
ment of  35  U.S.C.  122(b)(2)(B)(iii).  Section  1.213(c)  is  spe- 
cifically proposed  to  be  amended  to  provide  that  an  applicant 
who  has  submitted  a  nonpublication  request  under  §  1.213(a), 
but  before  filing  a  request  under  §  1.213(b)  to  rescind  the 
previously  filed  nonpublication  request,  files  an  application 
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directed  to  the  invention  disclosed  in  the  application  in  which 
the  nonpublication  request  was  submitted  in  another  country, 
or  under  a  multilateral  international  agreement,  that  requires 
publication  of  applications  eighteen  months  after  filing,  must 
notify  the  Office  of  such  filing  within  forty-five  days  after  the 
date  of  the  filing  in  another  country,  or  under  a  multilateral 
international  agreement.  Section  1.213(c)  is  also  proposed  to 
be  amended  to  provide  that  the  provisions  of  §  1.8  do  not  apply 
in  determining  whether  such  an  application  has  been  filed 
before  filing  a  request  under  §  1.213(b)  to  rescind  a  previously 
filed  nonpublication  request.  Section  1.213(c)  is  also  proposed 
to  be  amended  to  provide  that  the  mere  filing  of  a  request  under 
§  1.213(b)  to  rescind  a  previously  filed  nonpublication  request 
does  not  comply  with  the  notice  requirement  of  35  U.S.C. 
122(b)(2)(B)(iii)  and  §  1.213(c).  Section  1.213(c)  is  also 
proposed  to  be  amended  to  recite  "of  the  filing  in  another 
country,  or  under  a  multilateral  international  agreement," 
rather  than  "of  the  filing  of  such  foreign  or  international 
application"  to  more  accurately  track  the  language  of  35 
U.S.C.  122(b)(2)(B)(iii). 

Section  1.213(d)  is  proposed  to  be  added  to  provide  that  if 
an  applicant  who  has  submitted  a  nonpublication  request  under 
§  1.213(a).  subsequently  files  a  request  under  §  1.213(b)  to 
rescind  a  nonpublication  request  or  files  a  notice  of  a  filing  in 
another  country,  or  under  a  multilateral  international  agree- 
ment, under  §  1.213(c),  the  application  shall  be  published  as 
soon  as  is  practical  after  the  expiration  of  a  period  of  eighteen 
months  from  the  earliest  filing  date  for  which  a  benefit  is 
sought  under  title  35,  United  States  Code.  35  U.S.C. 
122(b)(2)(B)(iv)  provides  that  if  an  applicant  rescinds  a 
request  made  under  35  U.S.C.  122(b)(2)(B)(i)  or  notifies  the 
Director  that  an  application  was  filed  in  a  foreign  country  or 
under  a  multilateral  international  agreement  specified  in  35 
U.S.C.  122(b)(2)(B)(i),  the  application  shall  be  published  in 
accordance  with  the  provisions  of  35  U.S.C.  122(b)(1)  on  or  as 
soon  as  is  practical  after  the  date  that  is  specified  in  35  U.S.C. 
122(b)(2)(B)(i).  Notwithstanding  this  provision  in  35  U.S.C. 
122(b)(2)(B),  the  Office  has  also  received  inquuies  as  to 
whether  an  application  will  be  published  if  a  request  under  § 
1.213(b)  to  rescind  a  nonpublication  request  or  a  notice  of 
foreign  or  international  filing  under  §  1.213(c)  is  filed. 

Section  1.215:  Section  1.215(a)  is  proposed  to  be  amended 
to  permit  submission  of  paper  replacement  drawings  with  a 
processing  fee  pursuant  to  §  1 .  17(i)  (to  replace  the  requirement 
for  a  petition)  within  the  same  time  frame  as  is  being  proposed 
in  §  1.215(c).  Additionally,  §  1.215(c)  is  proposed  to  be 
amended  to  provide  a  time  frame  of  one  month  from  the 
mailing  date  of  the  first  Office  communication  that  includes  a 
confirmation  number  for  the  application  for  the  submission  of 
an  amended  version  of  an  application  through  EFS  (as  well  as 
providing  the  same  time  frame  for  replacement  drawings 
submitted  pursuant  to  §  1.215(a)). 

Section  1.215(a)  is  proposed  to  be  amended  to  refer  to  the 
processing  fee  set  forth  in  §  1.17(i),  and  to  provide  that  paper 
replacement  drawings  received  before  the  Office  has  begun  to 
process  the  patent  application  publication  will  be  included  in 
any  patent  application  publication.  Replacement  paper  draw- 
ings may  currently  be  included  in  any  patent  application 
publication,  so  long  as  the  drawings  are  accompanied  by  a 
petition  under  §  1.182  and  a  petition  fee  set  forth  in  §  1.17(h) 
and  are  timely  received.  Deletion  of  the  requirement  for  a 
petition  and  replacement  of  the  petition  fee  set  forth  in  § 
1.17(h)  with  a  processing  fee  set  forth  in  §  1.1 7(i)  will  reduce 
burdens  upon  applicants,  while  retaining  the  ability  of  the 
Office  to  recover  the  costs  associated  with  processing  the 
replacement  drawings  that  have  not  been  required  by  the 
Office.  See  Drawings  in  Patent  Application  Publications  and 
Patents,  1242  Off.  Gaz.  Pat.  Office  114  (Jan.  16.  2001). 

Section  1.215(c)  is  proposed  to  be  amended  to  provide  that 
applicant  has  until  the  later  of:  (1)  A  month  after  the  mailing 
date  of  the  first  Office  communication  that  includes  a  confir- 
mation number  for  the  application;  or  (2)  fourteen  months  after 
the  earliest  filing  date  claimed  under  title  35,  United  States 
Code,  to  file  an  amended  version  of  an  application  through 
EFS,  for  publication  purposes.  This  new  time  frame  is  also 
being  applied  to  submission  of  replacement  paper  drawings 
pursuant  to  §  1.215(a).  This  change  has  already  been  imple- 
mented. See  Assignment  of  Confirmation  Number  and  Time 
Period  for  Filing  a  Copy  of  an  Application  by  EFS  for 
Eighteen-Month  Publication  Purposes,  1241  Off.  Gaz.  Pat. 
Office  97  (Dec.  26,  2000). 


Section  1.291:  Section  1.291  is  proposed  to  be  amended  to 
require  that  when  a  protest  under  §  1.291  is  filed  in  an 
application,  the  real  party  in  interest  that  files  the  protest  must 
be  named;  i.e.,  the  naming  of  the  real  party  in  interest  would  be 
a  requirement  of  the  filing  of  a  proper  protest.  An  exception  to 
this  requirement  would  be  provided  in  that  a  protester  desiring 
anonymity  could  submit  a  statement  (together  with  a  process- 
ing fee  under  §  1.17(i))  that  the  protest  being  submitted  is  the 
first  protest  submitted  in  the  application  by  the  real  party  in 
interest  on  behalf  of  whom  the  protest  is  being  submitted. 
Additionally,  §  1.291,  as  it  is  proposed  to  be  amended,  is 
reformatted  for  clarity. 

Currently,  a  protest  may  be  submitted  without  identification 
of  the  real  party  in  interest  on  behalf  of  whom  the  protest  is 
being  submitted.  Further,  there  is  no  explicit  bar  in  the  rule 
against  multiple  piecemeal  protest  submissions  (raising  a 
slightly  different  issue  in  each  of  multiple  protest  submissions) 
other  than  that  they  should  be  submitted  before  prosecution 
closes  in  an  application.  Thus,  §  1.291,  as  it  currently  exists,  is 
subject  to  abuse  by,  for  example,  the  filing  of  multiple  protests 
in  a  single  application  by  practitioners  of  the  same  firm,  with 
a  different  practitioner  signing  each  protest,  and  additionally, 
by  any  of  the  inventors  and/or  assignees,  where  essentially  the 
same  grounds  of  protest  are  presented  in  each  of  the  protests. 
In  order  to  eliminate  such  potential  for  harassment  of  the 
prosecution  process  via  multiple  filings  of  protests  in  an 
application  by  persons  serving  the  same  interest,  it  is  proposed 
that  §  1.291  be  amended  to  require  the  naming  of  the  real  party 
in  interest,  or  privy  thereof,  when  a  protest  is  filed. 

The  party  on  whose  behalf  the  protest  is  being  filed  is 
required  to  be  identified  by  either:  (1)  The  name  of  the  business 
or  other  organizational  entity  (e.g.,  name  of  corporation)  and 
its  principal  address,  its  place  of  formation  (e.g.,  incorporation) 
and  any  other  name  under  which  the  business  or  other 
organizational  entity  is  doing  business  (d/b/a)  or  conducting 
operations;  or  (2)  the  name  and  residence  of  the  individual  who 
is  directing  the  submission  of  the  protest. 

The  concept  of  identifying  the  "real  party  in  interest"  is  not 
new  to  the  Office;  it  is  required  by  statute  (35  U.S.C.  311)  and 
by  rule  (§  1.915)  in  inter  partes  reexamination  practice  with 
respect  to  identifying  the  inter  partes  third  party  reexamination 
requester.  It  is  to  be  noted  that  the  term  "privy"  is  construed  to 
include  any  party  related  to  the  real  party  in  interest  (filing  the 
protest)  as  employer,  employee,  co-employee  of  the  same 
employer,  assignee,  legal  representative,  licensee  or  hired 
contractor  of  the  assignee  or  employer. 

Where  a  genuine  reason  for  not  identifying  the  real  party  in 
interest  exists  (such  as  concern  by  an  employee  as  to  retaliation 
by  his/her  employer  which  is  the  assignee  of  the  application), 
§  1.291(b)(3)  would  permit  a  statement  in  substitution  for 
identifying  the  real  party  in  interest.  The  §  1.291(b)(3)  substi- 
tute statement  must  aver  that  the  protest  being  submitted  is,  to 
the  best  of  the  knowledge  of  the  submitting  party,  the  first 
protest  submitted  by  the  real  party  in  interest.  A  processing  fee 
under  §  1.1 7(i)  must  be  included  with  the  §  1.291(b)(3) 
substitute  statement. 

While  an  examiner  is  always  free  to  look  at  or  consider  any 
documents  submitted  in  an  application,  under  §  1.291  as  it  is 
proposed  to  be  amended,  there  would  be  no  requirement  that 
an  examiner  consider  a  second  protest  filed  on  behalf  of  the 
same  real  party  in  interest,  unless:  (1)  The  second  protest 
submission  (a)  includes  additional  art  directed  to  the  patent- 
ability of  the  claims,  or  (b)  otherwise  raises  new  issues 
substantially  different  from  issues  earlier  presented  and  affect- 
ing the  patentability  of  the  claims,  which  could  not  have  been 
earlier  presented;  and  (2)  the  second  protest  submission 
includes  an  explanation  of  what  is  added  by  the  additional  art 
or  new  issue(s)  raised,  and  why  such  could  not  have  been 
earlier  presented. 

Finally,  once  a  protest  has  been  matched  with  an  application, 
the  examiner  is  always  free  to  look  at,  or  consider,  any 
document(s)  or  other  information  submitted  in  that  protest 
whether  or  not  the  protest  complies  with  §  1.291.  This  is  true 
both  for  §  1.291  as  it  presently  exists,  and  §  1.291  as  it  would 
be  revised  via  the  present  proposal.  Section  1.291  exists  as  a 
matter  of  administrative  convenience  for  the  Office,  and  a  third 
party's  failure  to  comply  with  any  of  the  requirements  of  § 
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1.291  does  not  vest  the  applicant  with  any  "right"  to  preclude 
consideration  of  information  in  a  non-compliant  protest  by  the 
examiner. 

Section  1.291(a):  In  order  for  a  protest  submission  to  be 
matched  with  an  application,  it  must  include  sufficient  infor- 
mation to  adequately  identify  the  application  for  which  the 
submission  is  being  made. 

Where  possible,  the  protest  should  specifically  identify  the 
application  to  which  the  protest  is  directed  by  application 
number  and  filing  date.  If,  however,  the  protestor  is  unable  to 
specifically  identify  the  application  to  which  the  protest  is 
directed  by  application  number  and  filing  date,  but,  neverthe- 
less, believes  such  an  application  to  be  pending,  the  protest 
should  be  directed  to  the  attention  of  the  Office  of  Petitions, 
along  with  as  much  identifying  data  for  the  application  as  is 
possible.  If  sufficient  information  is  provided  in  the  protest  to 
match  it  to  an  application,  it  will  be  matched.  If  not,  the  protest 
submission  will  be  returned  to  the  party  that  submitted  it. 

Section  1.291(b):  Section  1.291(b)  is  proposed  to  be 
amended  to  provide  that  a  protest  may  be  filed  "[a]t  any  time 
if  it  is  accompanied  by  the  written  consent  of  the  applicant  to 
the  filing  of  the  protest  being  submitted."  35  U.S.C.  122(c) 
prohibits  the  filing  of  a  protest  in  an  appUcation  after  the 
application  has  been  published  without  the  express  written 
consent  of  the  apphcant.  In  order  to  provide  for  the  filing  of 
protests  after  publication  of  patent  applications,  §  1.291(b)(2) 
requires  that  a  filing  of  a  protest  after  publication  (of  an 
application)  be  accompanied  by  a  written  statement  of  consent 
of  the  applicant  to  the  filing  of  the  protest.  The  written 
statement  must  indicate  that  applicant  is  consenting  to  the 
specific  protest  being  submitted.  A  blanket  consent  upon 
publication  of  an  application  would  not  be  sufficient  to  permit 
admission  of  the  subsequently  filed  individual  protests;  appli- 
cant's consent  must  be  specifically  directed  to  the  protest  being 
filed.  It  should  be  noted,  however,  that  applicant's  consent 
need  not  be  directed  to  a  document  that  applicant  has  already 
looked  at  or  reviewed,  but  rather  may  be  directed  to  the 
"protest  that  party  Smith  has  informed  me  that  he  will  be 
submitting  during  the  week  of  November  26th." 

Where  the  protest  can  be  "matched"  with  an  application,  it 
will  be  "entered"  into  the  file  (i.e.,  it  has  an  entry  right),  if  the 
protest:  (1)  Is  timely  filed;  (2)  indicates  that  it  has  been  served 
on  the  apphcant,  and  (3)  properly  identifies  the  real  party  in 
interest,  or  contains  the  statement  pursuant  to  paragraph  (b)(3) 
of  the  section.  If  the  protest  is  not  entered,  it  will  be  so  marked, 
and  it  may  be  returned  to  the  protestor. 

Section  1.291(c):  Where  the  protest  is  "entered"  into  the 
application,  the  items  of  information  submitted  with  the 
protest,  and  the  argument  directed  to  the  items  of  information, 
will  be  "considered"  by  the  examiner,  if  the  protest  includes: 
(1)  A  listing  of  patents,  publications,  or  other  information 
relied  upon;  (2)  a  concise  explanation  of  the  relevance  of  each 
listed  patent,  publication  and  other  item  of  information;  (3)  a 
copy  of  each  fisted  patent,  pubfication,  or  other  item  of 
information  in  written  form,  or  at  least  pertinent  portions 
thereof;  (4)  an  English  language  translation  of  all  the  necessary 
and  pertinent  parts  of  any  non-English  language  patent,  pub- 
lication, or  other  item  of  information  relied  upon;  and  (5)  if  a 
second  or  subsequent  protest  in  the  case,  an  explanation  why 
the  additional  art  or  other  item(s)  of  information  presented  are 
significantly  different,  and  why  they  were  not  earlier  presented. 
Any  item  of  information  for  which  §  1.291(c)(1)  through  (c)(5) 
is  not  complied  with  would  not  be  entitled  to  "consideration." 

Section  1.291(e):  This  paragraph  is  proposed  to  be  added  to 
reiterate  and  confirm  the  Office's  long-standing  practice  to 
enter  protests  raising  inequitable  conduct  issues  without  com- 
ment on  such  issues.  See  MPEP  §  1901.02. 

• 

Section  1.295:  Section  1.295(a)  is  proposed  to  be  amended 
to  refer  to  the  petition  fee  set  forth  in  §  1.17(g)  for  consistency 
with  the  change  to  §  1.17.  See  discussion  of  §  1.17. 

Section  1.296:  Section  1.296  is  proposed  to  be  amended  to 
refer  to  the  petition  fee  set  forth  in  §  1.17(g)  for  consistency 
with  the  change  to  §  1.17.  See  discussion  of  §  1.17. 


Section  1.311:  Section  1.311(b)  is  proposed  to  be  amended 
to  provide  that  the  submission  after  the  mailing  of  a  notice  of 
allowance  of  either:  (1)  An  incorrect  issue  fee  or  publication 
fee;  or  (2)  a  fee  transmittal  form  (or  letter)  for  payment  of  issue 
fee  or  publication  fee,  will  operate  as  a  valid  request  to  charge 
the  correct  issue  fee,  or  any  pubfication  fee  due,  to  any  deposit 
account  identified  in  a  previously  filed  authorization  to  charge 
such  fees.  Additionally,  non-Ofifice  provided  issue  and  pubfi- 
cation fee  forms  would  now  be  permitted.  It  is  proposed  to  be 
clarified  that  for  previous  authorizations  to  be  effective  under 
the  exceptions  provided  for,  the  previous  authorizations  must 
cover  the  issue  and  publication  fees  to  be  charged. 

Current  §  1.311(b)  sets  forth  that  an  authorization  to  charge 
the  issue  fee  or  other  post-allowance  fees  (such  as  any 
publication  fee  due)  to  a  deposit  account  may  be  filed  only 
after  the  mailing  of  a  notice  of  allowance  in  part  to  encourage 
the  use  (remm)  of  the  PTOL-85B  form  as  that  form  contains 
important  information,  such  as  the  name  of  the  assignee.  The 
last  sentence  of  §  1.311(b),  however,  provides  an  exception  for 
charging  the  issue  fee  to  a  deposit  account  identified  in  a 
previously  filed  authorization  if  the  appficant  submits  either  an 
incorrect  issue  fee  or  an  Office-provided  fee  transmittal  form 
(i.e..  Part  B — Fee(s)  Transmittal  of  a  Notice  of  Allowance  and 
Fee(s)  Due,  form  PTOL-85).  The  proposed  amendment  to  § 
1.311(b)  would  extend  the  exception  to  any  publication  fee  due 
and  expand  the  exception  to  apply  where  an  appficant' s  own 
fee  transmittal  form  or  letter  for  submitting  issue  fee  or 
publication  fee  is  submitted.  Further,  the  term  "such"  is 
proposed  to  be  added  before  "fees"  in  the  last  line  of  section 
1.311(b)  to  clarify  that  the  previously  filed  authorization  must 
be  an  authorization  to  charge  the  appropriate  fee  due  to  an 
identified  deposit  account.  For  example,  if  the  previously  filed 
fee  authorization  only  authorizes  the  Office  to  charge  the  issue 
fee,  the  Office  would  not  be  able  to  charge  any  pubfication  fee 
due  to  the  identified  deposit  account  in  the  previously  filed 
authorization  even  when  the  appficant  submitted  an  issue  fee 
transmittal  form.  For  such  authorization,  the  Office  could  only 
charge  the  correct  issue  fee  to  the  identified  deposit  account. 

The  phrase  "A  completed  Office-provided  issue  fee  trans- 
mittal form  (where  no  issue  fee  has  been  submitted)"  in  the  last 
sentence  of  §  1.311(b)  is  proposed  to  be  changed  to  "A  fee 
transmittal  form  (or  letter)  for  payment  of  issue  fee  or 
pubfication  fee"  to  provide  that  a  submission  of  an  Office- 
provided  fee  transmittal  form  (i.e..  Part  B  of  the  form  PTOL- 
85),  or  applicant's  own  fee  transmittal  form  or  letter  for 
submitting  issue  fee  or  pubfication  fee,  (incomplete  as  well  as 
a  complete,  but  for  a  fee  authorization)  would  operate  as  a 
request  to  charge  the  correct  issue  fee  due,  or  any  publication 
fee  due,  to  any  deposit  account  identified  in  a  previously  filed 
authorization  to  charge  such  fees,  even  if  the  issue  fee  has  been 
previously  submitted. 

Where  an  issue  fee  has  been  previously  submitted,  and  the 
application  is  withdrawn  from  issue  and  is  allowed  again,  since 
November  13,  2001,  the  Notice  of  Allowance  has  indicated  the 
current  amount  due  as  the  difference  between  the  previously 
paid  issue  fee  and  the  current  amount  for  an  issue  fee.  In  such 
situation,  a  payment  of  only  the  difference,  or  a  response  to  the 
notice  where  there  is  no  issue  fee  due  (or  only  the  return  of  the 
Part  B — Fee(s)  Transmittal  of  form  PTOL-85  as  the  current 
issue  fee  is  the  same  amount  as  previously  paid),  will  be 
treated  as  a  ratification  of  the  Office's  decision  to  apply  the 
previously  paid  issue  fee.  If  the  fee  was  paid  in  a  different 
application  (e.g.,  the  parent  application  of  a  continued  pros- 
ecution application  under  §  1.53(d)  (CPA)),  the  feeindicated  in 
the  notice  as  due  is  the  current  issue  fee.  The  issue  fee  paid  in 
the  parent  application  cannot  be  refunded,  or  applied,  to  the 
notice  of  allowance  mailed  in  the  CPA. 

Section  1.324:  Section  1.324(a)  and  (b)  would  be  amended 
to  provide  an  informational  reference  to  35  U.S.C.  256  and  to 
replace  "petition"  with  "request."  Section  1.324(b)  would  be 
amended  to  alert  patentees  to  the  availability  of  reissue  to 
correct  inventorship  in  a  patent  where  §  1.324  is  not  available. 

Section  1.324(a)  is  proposed  to  be  amended  by  adding  an 
expficit  reference  to  35  U.S.C.  256  and  its  requirement  in  order 
to  clarify  that  the  inventorship  of  a  patent  may  be  changed  only 
by  way  of  request  from  all  of  the  inventors  together  with 
assignees  of  the  entire  interest,  or  on  order  of  a  court,  and  the 
Office  will  then  issue  a  certificate  naming  the  correct  inventors. 
35  U.S.C.  256  requires  that  there  be  agreement  among  all 
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parties  (inventors  and  existing  assignees),  or  that  a  court  has 
issued  an  order  so  directing  the  inventorship  change.  The 
current  reference  in  §  1.324  to  a  petition  is  being  ehminated  in 
order  to  conform  the  rule  language  to  earlier  changes  made  to 
§  1.20(a). 

Section  1.377:  Section  1.377  is  proposed  to  be  amended  to 
refer  to  the  petition  fee  set  forth  in  §  1.17(g)  for  consistency 
with  the  change  to  §  1.17.  See  discussion  of  §  1.17.  Section 
1.377  will  retain  the  provision  that  the  petition  fee  may  be 
refunded  if  an  OfiBce  error  created  the  need  for  the  petition. 

Section  1.378:  Section  1.378(e)  is  proposed  to  be  amended 
to  refer  to  the  petition  fee  set  forth  in  §  1.17(f)  for  consistency 
with  the  change  to  §  1.17.  See  discussion  of  §  1.17. 

Section  1.502:  Section  1.502  is  proposed  to  be  amended  to 
make  it  clear  that  it  is  the  issuance  and  publication  of  the  ex 
parte  reexamination  certificate  that  terminates  the  reexamina- 
tion proceeding.  The  failure  to  timely  respond,  or  the  issuance 
of  a  Notice  of  Intent  to  Issue  Reexamination  Certificate 
(NIRC).  does  not  terminate  the  reexamination  proceeding.  See 
the  discussion  below  as  to  the  amendment  of  §  1.550.  See  also 
§§  1.116.  1.570,  1.902,  1.953,  1.957,  1.958,  1.979,  and  1.997. 

Section  1.530:  Section  1.530  is  proposed  to  be  amended  to 
state  that  proposed  amendments  in  ex  parte  or  inter  partes 
reexamination  are  not  effective  until  the  reexamination  certifi- 
cate is  both  "issued  and  published"  (emphasis  added)  to 
conform  §  1.530  for  consistency  with  the  language  of  35 
U.S.C.  307  and  316. 

Section  1.550:  Section  1.550(c)  is  proposed  to  be  amended 
to  add  a  $200  fee  requirement  pursuant  to  §  1.17(g)  in  ex  parte 
reexamination  proceedings  for  requests  for  extensions  of  time, 
which  requests  are  based  upon  sufficient  cause.  Extensions  of 
time  under  §  1.136(a)  are  not  permitted  in  ex  parte  reexami- 
nation proceedings  because  the  provisions  of  35  U.S.C. 
41(a)(8)  and  §  1.136(a)  apply  only  to  an  "application"  and  not 
to  a  reexamination  proceeding  {ex  parte  or  inter  partes). 
Additionally,  35  U.S.C.  305  requires  that  ex  parte  reexamina- 
tion proceedings  "will  be  conducted  with  special  dispatch." 
Accordingly,  extensions  of  time  in  inter  partes  reexamination 
proceedings  are  provided  for  in  §  1.550(c)  only  "for  sufficient 
cause  and  for  a  reasonable  time  specified."  To  evaluate 
whether  a  showing  of  "sufficient  cause"  exists  and  whether  a 
"reasonable  time"  is  specified,  decisions  on  §  1.550(c)  requests 
require  a  thorough  evaluation  of  facts  and  circumstances  on  a 
case-by-case  basis.  Furthermore,  requests  under  §  1.550(c)  are 
generally  treated  expeditiously  by  the  deciding  official,  espe- 
cially so  in  reexamination  since  the  statute  requires  "special 
dispatch."  To  reflect  the  Office's  cost  of  deciding  requests 
under  §  1.550(c),  i.e.,  the  cost  of  evaluating  whether  a  showing 
of  "sufficient  cause"  exists  and  whether  a  "reasonable  time"  is 
specified,  it  is  proposed  that  a  requirement  for  a  fee  be  added 
to  §  1.550(c). 

The  present  proposal  tracks  the  above  discussed  proposals  to 
require  a  fee  for  the  decision  on  §  1.136(b)  and  §  1.956 
extension  of  time  requests,  and  the  criteria  for  granting  of  an 
extension  of  time  under  §  1.550(c)  is  analogous  to  that  for  § 
1.136(b)  and  §  1.956. 

Section  1.550(d)  is  proposed  to  be  amended  to  state  that 
patent  owner's  failure  to  file  a  timely  response  will  result  in  the 
concluding  of  prosecution  of  the  reexamination  proceeding, 
but  will  not  conclude  or  terminate  the  reexamination  proceed- 
ing. 

The  patent  owner's  failure  to  file  a  timely  response,  and  the 
issuance  of  the  Notice  of  intent  to  Issue  Reexamination 
Certificate  (NIRC)  concludes  the  prosecution  in  the  reexami- 
nation proceeding.  On  the  other  hand,  the  issuance  and 
publication  of  a  certificate  terminates  the  reexamination  pro- 
ceeding itself.  This  distinction  is  important  because  prosecu- 
tion which  is  concluded  may  be  reopened  at  the  option  of  the 
Office  where  appropriate,  and  a  rejection  that  was  withdrawn 
during  the  proceeding  may  be  reinstated  where  the  propriety  of 
that  rejection  has  been  reconsidered.  In  contrast,  a  reexamina- 
tion proceeding  which  has  been  terminated  is  not  subject  to 
being  reopened.  After  the  reexamination  proceeding  has  been 
terminated,  it  is  not  permitted  to  reinstate  the  same  ground  of 
rejection  in  a  reexamination  proceeding  in  accordance  with  In 
re  Recreative  Technologies.  83  F.3d  1394,  38  USPQ2d  1776 


(Fed.  Cir.  1996)  (holding  that  a  "substantial  new  question  of 
patentability"  is  not  raised  by  prior  art  presented  in  a  reexami- 
nation request,  if  the  Office  has  previously  considered  (in  an 
earlier  examination  of  the  patent)  the  same  question  of 
patentability  as  to  a  patent  claim  favorable  to  the  patent  owner 
based  on  the  same  prior  art  patents  or  printed  publications.). 
But  see  Pub.  L.  107-273.  §  13105,  116  Stat.  1758,  1900  (2002) 
(overruling  In  re  Portola  Packaging,  Inc.,  110  F.3d  786,  42 
USPQ2d  1295  (Fed.  Cir.  1997),  by  amending  35  U.S.C.  303(a) 
and  312(a)  to  provide  that  "[tjhe  existence  of  a  substantial  new 
question  of  patentability  is  not  precluded  by  the  fact  that  a 
patent  or  printed  publication  was  previously  cited  by  or  to  the 
Office,  or  considered  by  the  Office"). 

This  distinction  between  concluding  the  prosecution  of  the 
reexamination  proceeding,  and  termination  of  the  reexamina- 
tion proceeding  was  highlighted  by  the  Federal  Circuit  deci- 
sion of  In  re  Bass,  314  F3d  575,  65  USPQ2d  1156  (Fed.  Cir. 
2003),  wherein  the  Court  opined  that: 

Until  a  matter  has  been  completed,  however,  the  PTO  may 
reconsider  an  earlier  action.  See  In  re  Borkowski,  505  F.2d  713, 
718,  184  USPQ  29,  32-33  (CCPA  1974).  A  reexamination  is 
complete  upon  the  statutorily  mandated  issuance  of  a  reexami- 
nation certificate,  35  U.S.C.  307(a);  the  NIRC  merely  notifies 
the  applicant  of  the  PTO's  intent  to  issue  a  certificate.  A  NIRC 
does  not  wrest  jurisdiction  from  the  PTO  precluding  further 
review  of  the  matter. 

It  is  to  be  noted  that  both  NIRC  cover  sheet  forms,  ex  parte 
Form  PTOL  469  and  inter  partes  Form  PTOL  2068,  specifi- 
cally state  (in  their  opening  sentences)  that  "[p]rosecution  on 
the  merits  is  (or  remains)  closed  in  this  *  *  *  reexamination 
proceeding.  This  proceeding  is  subject  to  reopening  at  the 
initiative  of  the  Office,  or  upon  petition."  This  statement 
addresses  the  point  that  the  NIRC  concludes  the  prosecution  in 
the  reexamination  proceeding,  but  does  not  conclude  or  termi- 
nate the  reexamination  proceeding  itself.  In  this  notice  of 
proposed  rule  making,  it  is  proposed  to  amend  the  rules  of 
practice  to  also  address  the  point.  See  also  §§  1.116,  1.502, 
1.570,  1.902,  1.953,  1.957,  1.958,  1.979,  and  1.997. 

Section  1.570:  The  heading  of  §  1.570,  and  §  1.570(a),  are 
proposed  to  be  amended  to  make  it  clear  that  the  grant  of  the 
ex  parte  reexamination  certificate  terminates  the  reexamination 
proceeding.  The  failure  to  timely  respond,  or  the  issuance  of 
the  NIRC  does  not  terminate  the  reexamination  proceeding. 
See  the  discussion  as  to  the  amendment  of  §  1.550.  See  also  §§ 
1.116,  1.502,  1.902,  1.953,  1.957,  1.958,  1.979,  and  1.997. 

Section  1.570  is  also  proposed  to  be  amended  in  its  heading 
and  paragraphs  (b)  and  (d)  to  recite  that  the  reexamination 
certificate  is  both  issued  and  published  for  consistency  with  the 
language  of  35  U.S.C.  307. 

Section  1.644:  Section  1.644,  paragraphs  (e)  and  (f),  are 
proposed  to  be  amended  to  refer  to  the  petition  fee  set  forth  in 
§  1.17(f)  for  consistency  with  the  change  to  §  1.17.  See 
discussion  of  §  1.17. 

Section  1.666:  Section  1.666(b)  and  (c)  are  proposed  to  be 
amended  to  refer  to  the  petition  fee  set  forth  in  §  1.17(f)  for 
consistency  with  the  change  to  §  1.17.  See  discussion  of  § 
1.17. 

Section  1.704(d):  Section  1.704(d)  is  proposed  to  be 
amended  to  change  "cited  in  a  communication"  to  "first  cited 
in  any  communication"  in  order  to  clarify  that  the  item  must 
have  been  first  cited  in  any  communication  from  a  foreign 
patent  office  in  a  counterpart  application  instead  of  merely 
being  cited  in  such  a  communication. 

An  applicant  who  fails  to  cite  an  item,  within  thirty  days  of 
receipt  by  an  individual  designated  in  §  1.56(c)  of  a  first 
communication  from  a  foreign  patent  office  in  a  counterpart 
application  citing  the  item,  and  instead  files  an  information 
disclosure  statement,  within  thirty  days  of  a  subsequent  com- 
munication citing  the  item,  cannot  be  considered  to  have  acted 
with  reasonable  efforts  to  conclude  prosecution  of  the  appli- 
cation. The  provisions  of  §  1.704(d)  do  not  apply  if  the 
applicant  does  not  submit  the  IDS  within  the  thirty-day 
window  of  a  first  communication  including  a  citation  of  an 
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item  to  a  party  designated  in  §  1.56(c).  The  proposed  change  to 
require  the  thirty-day  time  frame  to  run  from  a  first  commu- 
nication parallels  the  requirement  in  §  1.97(e)(1). 

Section  1.705:  Section  1.705(d)  is  proposed  to  be  amended 
to  provide  that  a  patentee  may  request  reconsideration  of  the 
patent  term  adjustment  within  thirty  days  of  the  date  the  patent 
issued  if  the  patent  indicates  a  revised  patent  term  adjustment. 
Currently,  any  request  for  reconsideration  of  the  patent  term 
adjustment  indicated  in  the  patent  is  limited  to  the  situation 
where  the  patent  issues  on  a  date  other  than  the  projected  date 
of  issue.  If  the  patent  indicates  a  revised  patent  term  adjust- 
ment due  to  the  patent  being  issued  on  a  date  other  than  the 
projected  date  of  issue,  applicant  must  file  a  request  for 
reconsideration  within  thirty  days  of  the  date  the  patent  issued. 
Section  1.705(d)  as  proposed  would  allow  a  patentee  to  file  the 
request  for  reconsideration  for  an  event  which  occurs  after  the 
maihng  of  the  notice  of  allowance  so  long  as  the  patentee  files 
the  request  for  reconsideration  within  thirty  days  of  the  date 
the  patent  issues. 

Events  occurring  after  the  mailing  of  the  notice  of  allowance 
which  may  result  in  a  reduction  of  any  patent  term  adjustment 
include  submissions  of  additional  papers  such  as:  (1)  Request 
for  refunds;  (2)  status  letter,  (3)  amendments  under  §  1.312;  (4) 
late  priority  claims;  (5)  a  certified  copy  of  a  priority  document; 
(6)  drawings;  (7)  letters  related  to  biological  deposits;  and  (8) 
oaths  or  declarations.  See  §  1.704(c)(10).  An  additional  event 
which  may  trigger  the  revision  of  the  patent  term  adjustment  is 
receipt  of  the  payment  of  the  issue  fee  more  than  3  months 
after  mailing  of  the  notice  of  allowance.  See  §  1.704(b).  Events 
occurring  after  the  mailing  of  the  notice  of  allowance  which 
may  trigger  an  increase  in  the  amount  of  patent  term  adjust- 
ment include  administrative  delays  caused  by  the  Office's 
failure  to  issue  the  application  within  four  months  after  the 
date  the  issue  fee  was  paid  under  35  U.S.C.  151  and  all 
outstanding  requirements  were  satisfied.  See  §  1.702(a)(4). 

Section  1.705(d)  is  also  proposed  to  be  amended  to  provide 
that  any  request  for  reconsideration  under  §  1.705(d)  that  raises 
issues  that  were  raised,  or  could  have  been  raised,  in  an 
application  for  patent  term  adjustment  under  §  1.704(b)  may  be 
dismissed  as  untimely.  The  purpose  of  §  1.705(d)  is  to  provide 
patentees  with  an  avenue  to  obtain  reconsideration  of  the 
patent  term  adjustment  indicated  in  the  patent  when  the  patent 
term  adjustment  indicated  in  the  patent  differs  from  the  patent 
term  adjustment  indicated  in  the  notice  of  allowance  due  to 
events  occurring  after  the  mailing  of  the  notice  of  allowance. 
Section  1.705(d)  is  not  intended  as  an  avenue  for  patentees  to 
seek  review  of  issues  that  were  raised,  or  could  have  been 
raised,  in  an  application  for  patent  term  adjustment  under  § 
1.704(b).  Any  request  for  reconsideration  of  the  patent  term 
adjustment  indicated  in  the  patent  on  the  basis  of  issues  that 
were  raised,  or  could  have  been  raised,  in  an  application  for 
patent  term  adjustment  under  §  1.704(b)  is  considered  un- 
timely if  not  filed  within  the  period  specified  in  §  1.705(b). 

Section  1.741:  Section  1.741(b)  is  proposed  to  be  amended 
to  refer  to  the  petition  fee  set  forth  in  section  1.17(f)  for 
consistency  with  the  change  to  §  1.17.  See  discussion  of  § 
1.17. 

Section  1.902:  Section  1.902  is  proposed  to  be  amended  to 
make  it  clear  that  it  is  the  issuance  and  pubhcation  of  the  inter 
partes  reexamination  certificate  that  terminates  the  reexamina- 
tion proceeding.  The  failure  to  timely  respond,  or  the  issuance 
of  the  NIRC  does  not  terminate  the  reexamination  proceeding. 
See  the  discussion  as  to  the  amendment  of  §  1.550.  See  also  §§ 
1.116,  1.502,  1.570,  1.953,  1.957,  1.958,  1.979,  and  1.997. 

Section  1.953:  Section  1.953(c)  is  proposed  to  be  amended 
to  state  that  patent  owner' s  failure  to  file  a  timely  response  will 
result  in  the  concluding  of  the  prosecution  of  the  reexamina- 
tion proceeding,  but  will  not  terminate  the  reexamination 
proceeding.  See  the  discussion  as  to  the  amendment  of  §  1.550 
for  the  rationale  for  this  change.  See  also  §§  1.116,  1.502, 
1.570,  1.902,  1.957,  1.958,  1.979,  and  1.997. 

The  subheading  preceding  §  1.956  is  proposed  to  be 
amended  to  refer  to  concluding  of  prosecution  of  the  reexami- 
nation proceeding,  rather  than  conclusion  or  termination  of  the 
reexamination  proceeding,  since  that  is  what  the  sections 
which  follow  deal  with.  It  is  §  1.997,  Issuance  of  Inter  Partes 


Reexamination  Certificate,  that  deals  with  termination  of  the 
reexamination  proceeding.  See  the  discussion  above  as  to  the 
amendment  of  §  1.550  for  the  rationale  for  this  change. 

Section  1.956:  Section  1.956  is  proposed  to  be  amended  to 
add  a  $200  fee  requirement  pursuant  to  §  1.17(g)  in  inter  partes 
reexamination  proceedings  for  requests  for  extensions  of  time, 
which  requests  are  based  upon  sufficient  cause.  Extensions  of 
time  under  §  1.136(a)  are  not  permitted  in  inter  partes 
reexamination  proceedings  because  the  provisions  of  35 
U.S.C.  41(a)(8)  and  §  1.136(a)  apply  only  to  an  "application" 
and  not  to  a  reexamination  proceeding  (ex  parte  or  inter 
partes)..  Additionally,  35  U.S.C.  314  requires  that  inter  partes 
reexamination  proceedings  "will  be  conducted  with  special 
dispatch."  Accordingly,  extensions  of  time  in  inter  partes 
reexamination  proceedings  are  provided  for  in  §  1.956  only 
"for  sufficient  cause  and  for  a  reasonable  time  specified."  To 
evaluate  whether  a  showing  of  "sufficient  cause"  exists  and 
whether  a  "reasonable  time"  is  specified,  decisions  on  §  1.956 
requests  require  a  thorough  evaluation  of  facts  and  circum- 
stances on  a  case-by-case  basis.  Furthermore,  requests  under  § 
1.956  are  generally  treated  expeditiously  by  the  deciding 
official,  especially  so  in  reexamination  since  the  statute  re- 
quires "special  dispatch."  To  reflect  the  Office's  cost  of 
deciding  requests  under  §  1.956,  i.e.,  the  cost  of  evaluating 
whether  a  showing  of  "sufficient  cause"  exists  and  whether  a 
"reasonable  time"  is  specified,  it  is  proposed  that  a  requirement 
for  a  fee  be  added  to  §  1.956. 

The  present  proposal  tracks  the  above-discussed  proposals 
to  require  a  fee  for  the  decision  on  §  1.136(b)  and  §  1.550(c) 
extension  of  time  requests,  and  the  criteria  for  granting  of  an 
extension  of  time  under  §  1.956  is  analogous  to  that  for  § 
1.136(b)  and  §  1.550(c). 

Section  1.957:  Section  1.957(b)  is  proposed  to  be  amended 
to  state  that  patent  owner's  failure  to  file  a  timely  response  will 
result  in  the  concluding  of  prosecution  of  the  inter  partes 
reexamination  proceeding,  but  will  not  conclude  or  terminate 
the  reexamination  proceeding.  See  the  discussion  as  to  the 
amendment  of  §  1.550  for  the  rationale  for  this  change.  See 
also  §§  1.116,  1.502,  1.570,  1.902,  1.953,  1.958,  1.979,  and 
1.997. 

Section  1.958:  The  heading  of  §  1.958  is  proposed  to  be 
amended  to  state  the  concluding  of  prosecution  of  the  reex- 
amination proceeding,  rather  than  conclusion  or  termination  of 
the  reexamination  proceeding,  since  that  is  what  the  materials 
which  follow  deal  with.  See  the  discussion  above  as  to  the 
amendment  of  §  1.550  for  the  rationale  for  this  change.  Note 
that  both  §  1.957(b)  and  (c)  result  in  the  concluding  of 
reexamination  prosecution.  Under  §  1.957(b),  prosecution  is 
concluded  in  toto;  under  §  1.957(c),  prosecution  is  concluded 
as  to  the  non-patentable  claims.  See  also  §§  1.116,  1.502, 
1.570,  1.902,  1.953,  1.957,  1.979,  and  1.997. 

Section  1.979:  Section  1.979(f)  is  proposed  to  be  amended 
to  state  that  patent  owner's  failure  to  file  a  timely  response  will 
result  in  a  concluding  of  prosecution  of  the  reexamination 
proceeding,  but  will  not  conclude  or  terminate  the  reexamina- 
tion proceeding,  and  that  it  is  the  reexamination  certificate 
under  §  1.997  that  terminates  the  reexamination  proceeding. 
See  the  discussion  as  to  the  amendment  of  §  1.550  for  the 
rationale  for  this  change.  See  also  §§  1.116,  1.502,  1.570, 
1.902,  1.953,  1.957,  1.958,  and  1.997. 

Section  1.997:  The  heading  of  §  1.997  is  proposed  to  be 
amended  to  refer  to  the  issuance  and  publication  of  inter  partes 
reexamination  certificates.  The  heading  of  §  1.997  and  § 
1 .997(a)  are  proposed  to  be  amended  to  make  it  clear  that  the 
issuance  and  publication  of  the  inter  partes  reexamination 
certificate  terminates  the  reexamination  proceeding.  The  fail- 
ure to  timely  respond,  or  the  issuance  of  the  NIRC  does  not 
terminate  the  reexamination  proceeding.  See  the  discussion  as 
to  the  amendment  of  §  1.550.  Seealso  §§  1.116,  1.502,  1.570, 
1.902,  1.953,  1.957,  1.958,  and  1.979.  Section  1.997(a)  is  also 
proposed  to  be  revised  to  make  its  language  consistent  with 
that  of  §  1.570(a). 

Section  1.997,  paragraphs  (b)  and  (d),  are  proposed  to  be 
amended  to  recite  that  the  reexamination  certificate  is  both 
issued  and  published  for  consistency  with  the  language  of  35 
U.S.C.  316. 
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Section  5.12:  Section  5.12(b)  is  proposed  to  be  amended  to 
refer  to  the  petition  fee  set  forth  in  §  1.17(g)  for  consistency 
with  the  change  to  §  1.17.  See  discussion  of  §  1.17. 

Section  5.15:  Section  5.15(c)  is  proposed  to  be  amended  to 
refer  to  the  petition  fee  set  forth  in  §  1.17(g)  for  consistency 
with  the  change  to  §  1.17.  See  discussion  of  §  1.17. 

Section  5.25:  Section  5.25  is  proposed  to  be  amended  to 
refer  to  the  petition  fee  set  forth  in  §  1.17(g)  for  consistency 
with  the  change  to  §  1.17.  See  discussion  of  §  1.17. 

Rule  Making  Considerations 

Regulatory  Flexibility  Act 

The  Deputy  General  Counsel  for  General  Law,  United  States 
Patent  and  Trademark  Office  certified  to  the  Chief  Counsel  for 
Advocacy,  Small  Business  Administration,  that  the  changes 
proposed  in  this  notice  (if  adopted)  would  not  have  a  signifi- 
cant impact  on  a  substantial  number  of  small  entities  (Regu- 
latory Flexibility  Act,  5  U.S.C.  605(b)).  The  primary  impact  of 
the  changes  proposed  in  this  notice  are  to:  (1)  Permit  electronic 
signatures  on  a  number  of  patent-related  submissions;  (2) 
streamline  the  requirements  for  incorporation  by  reference  of 
prior-filed  applications;  and  (3)  clarify  the  qualifications  for 
claiming  small  entity  status  for  purposes  of  paying  reduced 
patent  fees.  These  changes  to  the  rules  of  practice  (if  adopted) 
will  simplify  the  patent  application,  and  as  such,  will  benefit  all 
patent  appUcants  (including  small  entities). 

The  Office  is  also  proposing  to  adjust  certain  petition  fees 
that  are  set  under  the  Office's  authority  under  35  U.S.C.  41(d) 
to  adjust  these  petition  fees  to  be  in  alignment  with  the  actual 
average  costs  of  deciding  such  petitions.  There  are  approxi- 
mately 7,500  petitions  filed  each  year  of  the  type  that  would  be 
affected  by  the  proposed  patent  fee  changes.  Since  the  Office 
received  over  400,000  applications  (provisional  and  nonprovi- 
sional)  in  fiscal  year  2002,  this  proposed  change  would  impact 
relatively  few  (less  than  2%  of)  patent  applicants.  In  addition, 
the  petition  fee  amounts  proposed  by  the  Office  for  petitions 
whose  fees  are  set  under  the  authority  in  35  U.S.C.  41(d)  are 
comparable  or  lower  than  the  petition  fee  amounts  for  petitions 
whose  fees  are  set  by  statute  in  35  U.S.C.  41(a)  ($110.00  to 
$1,970.00  for  extension  of  time  petitions  (35  U.S.C.  41(a)(8)), 
or  $1,300.00  to  revive  an  unintentionally  abandoned  applica- 
tion (35  U.S.C.  41(a)(7)). 

Executive  Order  13132 

This  rule  making  does  not  contain  policies  with  federalism 
implications  sufficient  to  warrant  preparation  of  a  Federalism 
Assessment  under  Executive  Order  13132  (Aug.  4,  1999). 

Executive  Order  12866 

This  rule  making  has  been  determined  to  be  not  significant 
for  purposes  of  Executive  Order  12866  (Sept.  30,  1993). 

Paperwork  Reduction  Act 

This  rule  making  involves  information  collection  require- 
ments which  are  subject  to  review  by  the  Office  of  Manage- 
ment and  Budget  (0MB)  under  the  Paperwork  Reduction  Act 
of  1995  (44  U.S.C.  3501  et  seq.).  The  collections  of  informa- 
tion involved  in  this  final  rule  have  been  reviewed  and 
previously  approved  by  0MB  under  the  following  control 
numbers:  0651-0016.  0651-0020,  0651-0031,  0651-0032, 
0651-0033,  0651-  0034  and  0651-0036. 

The  title,  description  and  respondent  description  of  each  of 
the  information  collections  is  shown  below  with  an  estimate  of 
the  annual  reporting  burdens.  Included  in  the  estimate  is  the 
time  for  reviewing  instructions,  gathering  and  maintaining  the 
data  needed,  and  completing  and  reviewing  the  collection  of 
information.  The  principal  impacts  of  the  changes  in  this 
proposed  rule  are  to  (1)  expressly  provide  for  the  electronic 
submission  of  an  information  disclosure  statement;  (2)  provide 
for  a  slight  change  in  the  format  of  an  application  being  filed 
in  order  to  accommodate  for  the  scanning  and  indexing  of 
different  sections  of  the  application  file;  and  (3)  provide  for  a 
change  in  the  manner  of  making  amendments  to  an  application 
consistent  with  the  Office's  efforts  to  establish  a  patent 
electronic  image  management  system. 


0MB  Number:  0651-0016. 

Title:  Rules  for  Patent  Maintenance  Fees. 

Form  Numbers:  PTO/SB/45/47/65/66. 

Type  of  Review:  Approved  through  May  of  2006. 

Affected  Public:  Individuals  or  Households.  Business  or 
Other  For-Profit  Institutions,  Not-For-Profit  Institutions  and 
Federal  Government. 

Estimated  Number  of  Respondents:  348,110. 

Estimated  Time  Per  Response:  Between  20  seconds  and  8 
hours. 

Estimated  Total  Annual  Burden  Hours:  30,495  hours. 

Needs  and  Uses:  Maintenance  fees  are  required  to  maintain 
a  patent,  except  for  design  or  plant  patents,  in  force  under  35 
U.S.C.  41(b).  Payment  of  maintenance  fees  are  required  at  3 
1/2,  7  1/2  and  1 1  1/2  years  after  the  grant  of  the  patent.  A  patent 
number  and  application  number  of  the  patent  on  which 
maintenance  fees  are  paid  are  required  in  order  to  ensure 
proper  crediting  of  such  payments. 

0MB  Number:  0651-0020. 

Title:  Patent  Term  Extension. 

Form  Numbers:  None. 

Type  of  Review:  Approved  through  October  of  2004. 

Affected  Public:  Individuals  or  Households,  Business  or 
Other  For-  Profit  Institutions,  Not-for-Profit  Institutions, 
Farms,  Federal  Government  and  State,  Local  and  Tribal 
Governments. 

Estimated  Number  of  Respondents:  26,858. 

Estimated  Time  Per  Response:  Between  1  and  25  hours. 

Estimated  Total  Annual  Burden  Hours:  30,903  hours. 

Needs  and  Uses:  The  information  supplied  to  the  United 
States  Patent  and  Trademark  Office  by  an  applicant  requesting 
reconsideration  of  a  patent  term  adjustment  determination 
under  35  U.S.C.  154(b)  (§  1.702  et  seq.)  is  used  by  the  United 
States  Patent  and  Trademark  Office  to  determine  whether  its 
determination  of  patent  term  adjustment  under  35  U.S.C. 
154(b)  is  correct,  and  whether  the  applicant  is  entitled  to 
reinstatement  of  reduced  patent  term  adjustment.  The  informa- 
tion supplied  to  the  United  States  Patent  and  Trademark  Office 
by  an  applicant  seeking  a  patent  term  extension  under  35 
U.S.C.  156  (§  1.710  et  seq.)  is  used  by  the  United  States  Patent 
and  Trademark  Office,  the  Department  of  Health  and  Human 
Services,  and  the  Department  of  Agriculture  to  determine  the 
eligibility  of  a  patent  for  extension  and  to  determine  the  period 
of  any  such  extension.  The  applicant  can  apply  for  patent  term 
and  interim  extensions,  petition  the  Office  to  review  final 
eligibility  decisions,  withdraw  patent  term  applications,  and 
declare  his  or  her  eligibility  to  apply  for  a  patent  term 
extension. 

0MB  Number:  0651-0031. 

Title:  Patent  Processing  (Updating). 

Form  Numbers:  PTO/SB/08A,  PTO/SB/08B,  PTO/SB/21- 
27,  PTO/SB/30-32,  PTO/SB/35-37,  PTO/SB/42-43,  PTO/SB/ 
61-64,  PTO/SB/67-68,  PTO/SB/91-92,  PTO/SB/96-97,  PTO- 
2053-A/B,  PTO-2054-A/B,  PTO-2055— A/B,  PTOL-413A. 

Type  of  Review:  Approved  through  July  of  2006. 

Affected  Public:  Individuals  or  Households,  Business  or 
Other  For-Profit  Institutions,  Not-for-Profit  Institutions,  Farms 
Federal  Government  and  State,  Local  and  Tribal  Governments. 

Estimated  Number  of  Respondents:  2,208,339. 

Estimated  Time  Per  Response:  1  minute  and  48  seconds  to 
8  hours. 

Estimated  Total  Annual  Burden  Hours:  830,629  hours. 

Needs  and  Uses:  During  the  processing  for  an  application 
for  a  patent,  the  applicant/agent  may  be  required  or  desire  to 
submit  additional  information  to  the  United  States  Patent  and 
Trademark  Office  concerning  the  examination  of  a  specific 
application.  The  specific  information  required  or  which  may  be 
submitted  includes:  Information  Disclosure  Statements;  Sub- 
mission of  priority  documents  and  Amendments. 

OMB  Number:  0651-0032. 

Title:  Initial  Patent  Application. 

Form  Number:  PTO/SB/01-07,  PTO/SB/13PCT,  PTO/SB/ 
16-19,  PTO/SB/29  and  29A,  PTO/SB/101-110. 

Type  of  Review:  Approved  through  July  of  2006. 

Affected  Public:  Individuals  or  Households,  Business  or 
Other  For-Profit  Institutions,  Not-For-Profit  Institutions, 
Farms,  Federal  Government,  and  State,  Local,  or  Tribal  Gov- 
ernments. 

Estimated  Number  of  Respondents:  454,287. 

Estimated  Time  Per  Response:  22  minutes  to  10  hours  and 
45  minutes. 
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Estimated  Total  Annual  Burden  Hours:  4,171,568  hours. 

Needs  and  Uses:  The  purpose  of  this  information  collection 
is  to  permit  the  Office  to  determine  whether  an  application 
meets  the  criteria  set  forth  in  the  patent  statute  and  regulations. 
The  standard  Fee  Transmittal  form,  New  Utility  Patent  Appli- 
cation Transmittal  form.  New  Design  Patent  Application 
Transmittal  form.  New  Plant  Patent  Application  Transmittal 
form,  Declaration,  Provisional  Application  Cover  Sheet,  and 
Plant  Patent  Application  Declaration  will  assist  applicants  in 
complying  with  the  requirements  of  the  patent  statute  and 
regulations,  and  will  further  assist  the  Office  in  processing  and 
examination  of  the  appUcation. 

OMB  Number:  0651-0033. 

Title:  Post  Allowance  and  Refiling. 

Form  Numbers:  PTO/SB/44,  PTO/SB/50-51,  PT0/SB/51S, 
PTO/SB/52-53,  PTO/SB/55-58,  PTOL-85B. 

Type  of  Review:  Approved  through  January  of  2004. 

Affected  Public:  Individuals  or  Households,  Business  or 
Other  For-Profit  Institutions,  Not-For-Profit  Institutions, 
Farms,  State,  Local  and  Tribal  Governments,  and  Federal 
Government. 

Estimated  Number  of  Respondents:  205,480. 

Estimated  Time  Per  Response:  1.8  minutes  to  2  hours. 

Estimated  Total  Annual  Burden  Hours:  63,640  hours. 

Needs  and  Uses:  This  collection  of  information  is  required 
to  administer  the  patent  laws  pursuant  to  Title  35,  U.S.C, 
concerning  the  issuance  of  patents  and  related  actions  includ- 
ing correcting  errors  in  printed  patents,  refiling  of  patent 
applications,  requesting  reexamination  of  a  patent,  and  re- 
questing a  reissue  patent  to  correct  an  error  in  a  patent.  The 
affected  public  includes  any  individual  or  institution  whose 
application  for  a  patent  has  been  allowed  or  who  takes  action 
as  covered  by  the  applicable  rules. 

OMB  Number:  0651-0034. 

Title:  Secrecy  and  License  to  Export. 

Form  Numbers:  None. 

Type  of  Review:  Approved  through  March  2004. 

Affected  Pubhc:  Individuals  or  Households,  Business  or 
Other  For-Profit  Institutions,  Not-For-Profit  Institutions, 
Farms,  Federal  Government,  and  State,  Local,  or  Tribal  Gov- 
ernments. 

Number  of  Respondents:  2,194. 

Estimated  Time  Per  Response:  Between  30  minutes  and  4 
hours. 

Estimated  Total  Annual  Burden  Hours:  1,523  hours. 

Needs  and  Uses:  When  disclosure  of  an  invention  may  be 
detrimental  to  national  security,  the  Director  of  the  USPTO 
must  issue  a  secrecy  order  and  withhold  the  publication  of  the 
application  or  grant  of  a  patent  for  such  period  as  the  national 
interest  requires.  The  USPTO  is  also  required  to  grant  foreign 
fifing  Ucenses  in  certain  circumstances  to  applicants  filing 
patent  applications  in  foreign  countries.  This  collection  is  used 
by  the  public  to  petition  the  USPTO  to  allow  disclosure, 
modification,  or  rescission  of  a  secrecy  order,  or  to  obtain  a 
general  or  group  permit.  Applicants  may  also  petition  the 
USPTO  for  a  foreign  filing  license  or  a  retroactive  license. 

OMB  Number:  0651-0036. 

Title:  Statutory  Invention  Registration. 

Form  Numbers:  PTO/SB/94. 

Type  of  Review:  Approved  through  April  of  2006. 

Affected  Public:  Individuals  or  Households,  Business  or 
Other  For-Profit  Institutions,  Not-For-Profit  Institutions, 
Farms,  Federal  Government,  and  State,  Local  or  Tribal  Gov- 
ernments. 

Estimated  Number  of  Respondents:  73. 

Estimated  Time  Per  Response:  24  minutes. 

Estimated  Total  Annual  Burden  Hours:  29  hours. 

Needs  and  Uses:  This  collection  of  information  is  necessary 
to  ensure  that  the  requirements  of  35  U.S.C.  157  and  37  CFR 
1.293  through  1.297  are  met.  The  public  uses  form  PTO/SB/ 
94,  Request  for  Statutory  Invention  Registration,  to  request 
and  authorize  pubfication  of  a  regularly  filed  patent  application 
as  a  statutory  invention  registration,  to  waive  the  right  to 
receive  a  United  States  patent  on  the  same  invention  claimed  in 
the  identified  patent  application,  and  to  agree  that  the  waiver 
will  be  effective  upon  publication  of  the  statutory  invention 
registration.  The  Office  uses  form  PTO/SB/94,  Request  for  a 
Statutory  Invention  Registration,  to  review,  grant,  or  deny  a 
request  for  a  statutory  invention  registration.  No  forms  are 
associated  with  the  petition  to  review  final  refusal  to  pubUsh  a 
statutory  invention  registration  or  the  petition  to  withdraw  a 


publication  request.  The  petition  to  review  final  refusal  to 
pubhsh  a  statutory  invention  registration  is  used  by  the  public 
to  petition  the  Office's  rejection  of  a  request  for  a  statutory 
invention  registration.  The  Office  uses  the  petition  to  withdraw 
a  publication  request  to  review  requests  to  stop  pubfication  of 
a  statutory  invention  registration. 

Comments  are  invited  on:  (1)  Whether  the  collection  of 
information  is  necessary  for  proper  performance  of  the  func- 
tions of  the  agency;  (2)  the  accuracy  of  the  agency's  estimate 
of  the  burden;  (3)  ways  to  enhance  the  quafity,  utility,  and 
clarity  of  the  information  to  be  collected;  and  (4)  ways  to 
minimize  the  burden  of  the  collection  of  information  to 
respondents. 

Interested  persons  are  requested  to  send  comments  regard- 
ing these  information  collections,  including  suggestions  for 
reducing  this  burden,  to  Robert  J.  Spar,  Director,  Office  of 
Patent  Legal  Administration,  Commissioner  for  Patents,  P.O. 
Box  1450,  Alexandria,  VA  22313-1450,  or  to  the  Office  of 
Information  and  Regulatory  Affairs,  OMB,  725  17th  Street, 
NW.,  Washington.  DC  20503,  (Attn:  PTO  Desk  Officer). 

Notwithstanding  any  other  provision  of  law,  no  person  is 
required  to  respond  to  nor  shall  a  person  be  subject  to  a  penalty 
for  failure  to  comply  with  a  collection  of  information  subject  to 
the  requirements  of  the  Paperwork  Reduction  Act  unless  that 
collection  of  information  displays  a  currently  valid  OMB 
control  number. 

List  of  Subjects 

37  CFR  Part  1 

Administrative  practice  and  procedure.  Courts,  Freedom  of 
Information,  Inventions  and  patents.  Reporting  and  record 
keeping  requirements.  Small  businesses. 

37  CFR  Part  5 

Classified  information,  foreign  relations,  inventions  and 
patents. 

For  the  reasons  set  forth  in  the  preamble.  37  CFR  parts  1  and 
5  are  proposed  to  be  amended  as  follows: 

PART  1— RULES  OF  PRACTICE  IN  PATENT  CASES 

1.  The  authority  citation  for  37  CFR  part  1  continues  to  read 
as  follows: 

Authority:  35  U.S.C.  2(b)(2). 

2.  Section  1.4  is  amended  by  adding  paragraphs  (d)(l)(iv) 
and  (h)  to  read  as  follows: 

§1.4  Nature  of  correspondence  and  signature  requirements. 


(d)(1)  *  *  * 

(iv)(A)  Where  correspondence  for  a  patent  appfication, 
patent  file,  or  a  reexamination  proceeding  is  printed  on  paper 
for  hand  or  mail  delivery,  or  is  submitted  via  the  Office's 
Electronic  Fifing  System,  or  facsimile  transmission  (pursuant 
to  §  1.6(d)  of  this  part),  it  may  be  electronically  signed.  The 
electronic  signature  must  consist  only  of  numbers  and/or 
letters,  with  punctuation  and  spaces  (e.g.,  Jane  DOE- JONES, 
James  JONES,  Jr.,  and  Dr.  James  JONES).  The  person  signing 
the  correspondence  must  personally  insert  the  electronic  sig- 
nature between  two  forward  slash  marks.  The  signature  must 
be  the  signer's  actual  name,  except  as  provided  byparagraph 
(d)(l)(iv)(B)  of  this  section,  including  the  given  name,  middle 
name  or  initial,  and  family  name  and.  optionally,  a  title.  The 
actual  name  must  be  presented  with  only  the  family  name 
being  entirely  in  capital  letters.  A  practitioner,  signing  pursuant 
to  §  1.33(b)(1)  or  1.33(b)(2)  of  this  part,  must  use  his/her 
complete  name  as  registered  as  his  or  her  electronic  signature, 
and  the  signer's  registration  number  must  be  supplied,  either  as 
part  of  the  electronic  signature,  or  adjacent  the  electronic 
signature.  If  part  of  the  electronic  signature,  the  number  (  ) 
character  may  be  used  when  appearing  before  a  practitioner's 
registration  number;  otherwise  the  number  character  may  not 
be  used  in  an  electronic  signature. 
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(B)  Where  a  person's  electronic  signature  as  set  forth  in 
paragraph  (d)(l)(iv)(A)  of  this  section  is  not  the  person's 
actual  name,  the  correspondence  must  include  the  person's 
actual  name  in  printed  or  typed  form  immediately  below  the 
electronic  signature,  and  clearly  indicate  that  it  is  the  signer's 
actual  name,  with  only  the  family  name  being  presented 
entirely  in  capital  letters. 

(h)  The  Office  may  require  ratification  or  confirmation  of  a 
signature,  or  a  resubmission  of  a  document,  such  as  when  the 
Office  has  reasonable  doubt  as  to  the  authenticity  (veracity)  of 
the  signatiu^e,  e.g.,  where  there  are  variations  of  a  signature,  or 
where  the  signature  and  the  complete  typed  or  printed  name,  if 
any,  does  not  clearly  identify  the  person  signing,  or  where 
more  than  one  person  has  used  the  same  signature  (with  a 
diflferent  typed  or  printed  name  below  the  signature). 

3.  Section  1.6  is  amended  by  removing  and  reserving 
paragraph  (e)  and  revising  paragraph  (d)(4)  to  read  as  follows: 

§  1.6  Receipt  of  correspondence. 


/jj\  *  *  * 

(4)  Drawings  submitted  under  §  2.51,  2.52,  or  2.72,  and 
color  drawings  submitted  under  §  1.81,  1.83  through  1.85, 
1.152,  1.165,  1.173,  or  1.437; 


(e)  [Reserved] 

4.  Section  1.8  is  amended  by  revising  the  introductory  text 
of  paragraph  (a)  and  the  introductory  text  of  paragraph  (b)  to 
read  as  follows: 

§  1.8  Certificate  of  mailing  or  transmission. 

(a)  Except  in  the  situations  enumerated  in  paragraph  (a)(2) 
of  this  section  or  as  otherwise  expressly  excluded  in  this 
chapter,  correspondence  required  to  be  filed  in  the  Patent  and 
Trademark  Office  within  a  set  period  of  time  will  be  considered 
as  being  timely  filed  if  the  procedure  described  in  this  section 
is  followed.  The  actual  date  of  receipt  will  be  used  for  all  other 
purposes. 

(b)  In  the  event  that  correspondence  is  considered  timely 
filed  by  being  mailed  or  transmitted  in  accordance  with 
paragraph  (a)  of  this  section,  but  not  received  in  the  Patent  and 
Trademark  Office  after  a  reasonable  amount  of  time  has 
elapsed  from  the  time  of  mailing  or  transmitting  the  correspon- 
dence, or  after  the  application  is  held  to  be  abandoned,  or  after 
the  proceeding  is  dismissed  or  decided  with  prejudice,  or  the 
prosecution  of  a  reexamination  proceeding  is  concluded  (§ 
1.550(d),  1.957(b))  or  limited  (§  1.957(a),  1.957(c)),  the 
correspondence  will  be  considered  timely  if  the  party  who 
forwarded  such  correspondence: 

5.  Section  1.10  is  amended  by  adding  new  paragraphs  (g), 
(h),  and  (i)  to  read  as  follows: 

§  1.10  Filing  of  papers  and  fees  by  "Express  Mail." 

%    %    :f:    :{£    afc 


(3)  The  petition  includes  the  original  correspondence  or  a 
copy  of  the  original  correspondence  showing  the  number  of  the 
"Express  Mail"  mailing  label  thereon  and  a  copy  of  the 
"Express  Mail"  mailing  label  showing  the  "date-in"  and 

(4)  The  petition  includes  a  statement  which  establishes,  to 
the  satisfaction  of  the  Director,  the  original  deposit  of  the 
correspondence  and  that  the  correspondence  or  copy  of  the 
correspondence  is  the  original  correspondence  or  a  true  copy 
of  the  correspondence  originally  deposited  with  the  USPS  on 
the  requested  filing  date. 

(h)  Any  person  attempting  to  file  correspondence  under  this 
section  that  was  refused  by  the  USPS  may  petition  the  Director 
to  consider  such  correspondence  as  filed  on  a  particular  date  in 
the  Office,  provided  that: 

(1)  The  petition  is  filed  promptly  after  the  person  becomes 
aware  of  the  refusal  of  the  correspondence; 

(2)  The  number  of  the  "Express  Mail"  mailing  label  was 
placed  on  the  paper(s)  or  fee(s)  that  constitute  the  correspon- 
dence prior  to  the  attempted  mailing  by  "Express  Mail'; 

(3)  The  petition  includes  the  original  correspondence  or  a 
copy  of  the  original  correspondence  showing  the  number  of  the 
"Express  Mail"  mailing  label  thereon;  and 

(4)  The  petition  includes  a  statement  by  the  person  who 
originally  attempted  to  deposit  the  correspondence  with  the 
USPS  which  establishes,  to  the  satisfaction  of  the  Director,  the 
original  attempt  to  deposit  the  correspondence  and  that  the 
correspondence  or  copy  of  the  correspondence  is  the  original 
correspondence  or  a  true  copy  of  the  correspondence  originally 
attempted  to  be  deposited  with  the  USPS  on  the  requested 
filing  date. 

(i)  Any  person  attempting  to  file  correspondence  under  this 
section  that  was  unable  to  be  deposited  with  the  USPS  due  to 
an  interruption  or  emergency  in  "Express  Mail"  service  which 
has  been  so  designated  by  the  Director,  may  petition  the 
Director  to  consider  such  correspondence  as  filed  on  a  particu- 
lar date  in  the  Office,  provided  that: 

(1)  The  petition  is  filed  in  a  manner  designated  by  the 
Director  promptly  after  the  person  becomes  aware  of  the 
designated  interruption  or  emergency  in  "Express  Mail"  ser- 
vice; 

(2)  The  petition  includes  the  original  correspondence  or  a 
copy  of  the  original  correspondence;  and 

(3)  The  petition  includes  a  statement  which  establishes,  to 
the  satisfaction  of  the  Director,  that  the  correspondence  would 
have  been  deposited  with  the  USPS  but  for  the  designated 
interruption  or  emergency  in  "Express  Mail"  service,  and  that 
the  correspondence  or  copy  of  the  correspondence  is  the 
original  correspondence  or  a  true  copy  of  the  correspondence 
originally  attempted  to  be  deposited  with  the  USPS  on  the 
requested  filing  date. 

6.  Section  1.14  is  amended  by  revising  paragraph  (h)(1)  as 
follows: 

§  1.14  Patent  applications  preserved  in  confidence. 

Cji|\  *  *  * 

(1)  The  fee  set  forth  in  §  1.17(g);  and 

7.  Section  1.17  is  amended  by  adding  paragraphs  (f)  and  (g) 
and  revising  (h),  (i),  (1),  and  (m)  to  read  as  follows: 

§  1.17  Patent  application  and  reexamination  processing 
fees. 

(f)  For  filing  a  petition  under  one  of  the  following  sections 
which  refers  to  this  paragraph — $400.00 


(g)  Any  person  attempting  to  file  correspondence  under  this 
section  that  was  returned  by  the  USPS  may  petition  the 
Director  to  consider  such  correspondence  as  filed  on  a  particu- 
lar date  in  the  Office,  provided  that: 

(1)  The  petition  is  filed  promptly  after  the  person  becomes 
aware  of  the  return  of  the  correspondence; 

(2)  The  number  of  the  "Express  Mail"  mailing  label  was 
placed  on  the  paper(s)  or  fee(s)  that  constitute  the  correspon- 
dence prior  to  the  original  mailing  by  "Express  Mail'; 


§  1.53(e) — to  accord  a  filing  date. 

§  1.57(a) — to  accord  a  filing  date. 

§  1.182 — for  decision  on  a  question  not  specifically  pro- 
vided for. 

§  1.183 — to  suspend  the  rules. 

§  1.378(e) — for  reconsideration  of  decision  on  petition 
refusing  to  accept  delayed  payment  of  maintenance  fee  in  an 
expired  patent. 

§  1.644(e) — for  petition  in  an  interference. 
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§  1.644(f) — for  request  for  reconsideration  of  a  decision  on 
petition  in  an  interference. 

§  1.666(b) — for  access  to  an  interference  settlement  agree- 
ment. 

§  1.666(c) — for  late  filing  of  interference  settlement  agree- 
ment. 

§  1.741(b) — to  accord  a  filing  date  to  an  application  under  § 
1.740  for  extension  of  a  patent  term. 

(g)  For  filing  a  petition  under  one  of  the  following  sections 
which  refers  to  this  paragraph — $200.00 

§  1.12 — for  access  to  an  assignment  record. 

§  1.14 — for  access  to  an  application. 

§  1 .47 — for  filing  by  other  than  all  the  inventors  or  a  person 
not  the  inventor. 

§  1 .59 — for  expungement  of  information. 

§  1.103(a) — to  suspend  action  in  an  application. 

§  1.136(b) — for  review  of  a  request  for  extension  of  time 
when  the  provisions  of  section  1.136(a)  are  not  available. 

§  1.138(c) — to  expressly  abandon  an  application  to  avoid 
publication. 

§  1.295 — for  review  of  refusal  to  publish  a  statutory 
invention  registration. 

§  1.296 — to  withdraw  a  request  for  publication  of  a  statutory 
invention  registration  filed  on  or  after  the  date  the  notice  of 
intent  to  publish  issued. 

§  1.377 — for  review  of  decision  refusing  to  accept  and 
record  payment  of  a  maintenance  fee  filed  prior  to  expiration 
of  a  patent. 

§  1.550(c) — for  patent  owner  requests  for  extension  of  time 
in  ex  parte  reexamination  proceedings. 

§  1.956 — for  patent  owner  requests  for  extension  of  time  in 
inter  partes  reexamination  proceedings. 

§  5.12 — for  expedited  handling  of  a  foreign  filing  license. 

§  5.15 — for  changing  the  scope  of  a  license. 

§  5.25 — for  retroactive  license. 

(h)  For  filing  a  petition  under  one  of  the  following  sections 
which  refers  to  this  paragraph — $130.00 

§  1.19(h) — to  request  documents  in  a  form  other  than  that 
provided  in  this  part. 

§  1.84 — for  accepting  color  drawings  or  photographs. 

§  1.91 — for  entry  of  a  model  or  exhibit. 

§  1.102(d) — to  make  an  application  special. 

§  1.313 — to  withdraw  an  application  from  issue. 

§  1.314 — to  defer  issuance  of  a  patent. 

§  104.3 — for  a  waiver  of  a  rule  in  part  104  of  this  title. 

(i)  Processing  fee  for  taking  action  under  one  of  the 
following  sections  which  refers  to  this  paragraph — $130.00 

§  1.28(c)(3) — for  processing  a  non-itemized  fee  deficiency 
based  on  an  error  in  small  entity  status. 

§  1.41 — for  supplying  the  name  or  names  of  the  inventor  or 
inventors  after  the  filing  date  without  an  oath  or  declaration  as 
prescribed  by  §  1.63,  except  in  provisional  applications. 

§  1.48 — for  correcting  inventorship,  except  in  provisional 
applications. 

§  1.52(d) — for  processing  a  nonprovisional  application  filed 
with  a  specification  in  a  language  other  than  English. 

§  1.53(b)(3) — to  convert  a  provisional  apphcation  filed 
under  §  1.53(c)  into  a  nonprovisional  application  under  § 
1.53(b). 

§  1.55 — for  entry  of  late  priority  papers. 

§  1.99(e) — for  processing  a  belated  submission  under  § 
1.99. 

§  1.103(b) — for  requesting  Umited  suspension  of  action, 
continued  prosecution  application  (§  1.53(d)). 

§  1.103(c) — for  requesting  limited  suspension  of  action, 
request  for  continued  examination  (§  1.114). 

§  1.103(d) — for  requesting  deferred  examination  of  an 
application. 

§  1.215(a) — for  processing  of  replacement  drawings  to 
include  the  drawings  in  any  patent  application  publication. 

§  1.217 — for  processing  a  redacted  copy  of  a  paper  submit- 
ted in  the  file  of  an  application  in  which  a  redacted  copy  was 
submitted  for  the  patent  application  pubhcation. 

§  1.221 — for  requesting  voluntary  publication  or  republica- 
tion of  an  application. 

§  1.291(b)(3) — for  processing  a  substitute  statement  under  § 
1.291(b)(3). 

§  1 .497(d) — for  filing  an  oath  or  declaration  pursuant  to  35 
U.S.C.  371(c)(4)  naming  an  inventive  entity  different  from  the 
inventive  entity  set  forth  in  the  international  stage. 


§  3.81 — for  a  patent  to  issue  to  assignee,  assignment 
submitted  after  payment  of  the  issue  fee. 

(1)  For  filing  a  petition  for  the  revival  of  an  unavoidably 
abandoned  application  under  35  U.S.C.  Ill,  133,  364,  or  371 
for  the  unavoidably  delayed  payment  of  the  issue  fee  under  35 
U.S.C.  151  or  for  the  revival  of  an  unavoidably  concluded  or 
limited  reexamination  prosecution  under  35  U.S.C.  133  (§ 
1.137(a)): 

By  a  small  entity  (§  1.27(a))— $55.00 
By  other  than  a  small  entity — $110.00 

(m)  For  filing  a  petition  for  the  revival  of  an  unintentionally 
abandoned  application,  for  the  unintentionally  delayed  pay- 
ment of  the  fee  for  issuing  a  patent,  or  for  the  revival  of  an 
unintentionally  concluded  or  limited  reexamination  prosecu- 
tion under  35  U.S.C.  41(a)(7)  (§  1.137(b)): 

By  a  small  entity  (§  1.27(a))— $665.00 
By  other  than  a  small  entity— $1,330.00 

8.  Section  1.19  is  amended  by  revising  paragraphs  (b),  (g), 
and  (h)  to  read  as  follows: 

§  1.19  Document  supply  fees. 

(b)  Certified  and  uncertified  copies  of  Office  documents: 

( 1 )  Certified  or  uncertified  copy  of  the  paper  portion  or  the 
electronic  image  equivalent  to  a  paper  portion  of  a  patent 
application  as  filed — $20.00 

(2)  Certified  or  uncertified  copy  on  paper  of  the  paper 
portion  or  the  electronic  image  equivalent  of  a  patent-related 
file  wrapper  and  contents: 

(i)  Paper  file  wrapper  with  paper  file  wrapper  contents  of 
400  or  fewer  pages,  or  the  entire  electronic  image  contents 
portion,  of  a  patent  application — $200.00 

(ii)  Additional  fee  for  each  additional  100  pages  or  portion 
thereof  of  the  paper  contents  of  a  paper  file  wrapper — $40.00 

(iii)  Additional  fee  for  certification — $25.00 

(3)  Certified  or  uncertified  copy  on  compact  disc  of  patent- 
related  file  wrapper  contents: 

(i)  First  compact  disc  in  a  single  order — $55.00 
(ii)  Each  additional  compact  disc  in  the  single  order  of 
paragraph  (b)(3)(i)  of  this  section — $15.00 

(4)  Certified  or  uncertified  copy  of  Office  records,  per 
document  except  as  otherwise  provided  in  this  section — 
$25.00 

(5)  For  assignment  records,  abstract  of  title  and  certification, 
per  patent— $25.00 

(g)  Copies  of  unscanned  documents  and  documents  on 
media  not  permitted  by  §  1.52(a)  or  (e)  will  be  provided  at 
cost. 

(h)  Requests  for  documents  in  a  form  other  than  that 
provided  by  this  part  must  be  in  writing  in  the  form  of  a 
petition  with  the  fee  set  forth  in  §  1.17(h)  and  will  be  provided 
at  cost. 

9.  Section  1.27  is  amended  by  revising  paragraph  (a)  to  read 
as  follows: 

§  1.27  Definition  of  small  entities  and  establishing  status  as 
a  small  entity  to  permit  payment  of  small  entity  fees;  when 
a  determination  of  entitlement  to  small  entity  status  and 
notification  of  loss  of  entitlement  to  small  entity  status  are 
required;  fraud  on  the  Office. 

(a)  Definition  of  small  entities.  A  small  entity  as  used  in  this 
chapter  means  any  party  (person,  small  business  concern,  or 
nonprofit  organization)  under  paragraphs  (a)(1)  through  (a)(3) 
of  this  section. 

(1)  Person.  A  person,  as  used  in  paragraph  (c)  of  this  section, 
means  any  inventor  or  other  individual  (e.g.,  an  individual  to 
whom  an  inventor  has  transferred  some  rights  in  the  inven- 
tion), who  has  not  assigned,  granted,  conveyed,  or  licensed. 
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and  is  under  no  currently  enforceable  obligation  under  contract 
or  law  to  assign,  grant,  convey,  or  license,  any  rights  in  the 
invention.  An  inventor  or  other  individual  who  has  transferred 
some  rights,  or  is  under  a  currently  enforceable  obligation  to 
transfer  some  rights  in  the  invention  to  one  or  more  parties,  can 
also  qualify  for  small  entity  status  if  all  the  parties  who  have 
had  rights  in  the  invention  transferred  to  them  also  qualify  for 
small  entity  status  either  as  a  person,  small  business  concern, 
or  nonprofit  organization  under  this  section. 

(2)  Small  business  concern.  A  small  business  concern,  as 
used  in  paragraph 

(c)  of  this  section,  means  any  business  concern  that: 
(i)  Has  not  assigned,  granted,  conveyed,  or  licensed,  and  is 
under  no  currently  enforceable  obligation  under  contract  or 
law  to  assign,  grant,  convey,  or  license,  any  rights  in  the 
invention  to  any  person,  concern,  or  organization  which  would 
not  qualify  for  small  entity  status  as  a  person,  small  business 
concern,  or  nonprofit  organization;  and 

(ii)  Meets  the  size  standards  set  forth  in  13  CFR  121.801 
through  121.805  to  be  eligible  for  reduced  patent  fees.  Ques- 
tions related  to  standards  for  a  small  business  concern  may  be 
directed  to:  Small  Business  Administration,  Size  Standards 
Staff,  409  Third  Street,  SW.,  Washington,  DC  20416. 

(3)  Nonprofit  Organization.  A  nonprofit  organization,  as 
used  in  paragraph  (c)  of  this  section,  means  any  nonprofit 
organization  that: 

(i)  Has  not  assigned,  granted,  conveyed,  or  licensed,  and  is 
under  no  currently  enforceable  obligation  under  contract  or 
law  to  assign,  grant,  convey,  or  license,  any  rights  in  the 
invention  to  any  person,  concern,  or  organization  which  would 
not  qualify  as  a  person,  small  business  concern,  or  a  nonprofit 
organization;  and 

(ii)  Is  either: 

(A)  A  university  or  other  institution  of  higher  education 
located  in  any  country; 

(B)  An  organization  of  the  type  described  in  section 
501(c)(3)  of  the  Internal  Revenue  Code  of  1986  (26  U.S.C. 
501(c)(3))  and  exempt  from  taxation  under  section  501(a)  of 
the  Internal  Revenue  Code  (26  U.S.C.  501(a)); 

(C)  Any  nonprofit  scientific  or  educational  organization 
qualified  under  a  nonprofit  organization  statute  of  a  state  of  this 
country  (35  U.S.C.  201(i));  or 

(D)  Any  nonprofit  organization  located  in  a  foreign  country 
which  would  qualify  as  a  nonprofit  organization  under  para- 
graphs (a)(3)(ii)(B)  of  this  section  or  (a)(3)(ii)(C)  of  this 
section  if  it  were  located  in  this  country. 


:(::»;    +     *    sj: 


10.  Section  1.47  is  amended  by  revising  paragraphs  (a)  and 
(b)  to  read  as  follows: 


§  1.47  Filing  when  an  inventor  refuses  to  sign  or  cannot  be 
reached. 


(a)  If  a  joint  inventor  refuses  to  join  in  an  application  for 
patent  or  cannot  be  found  or  reached  after  diligent  effort,  the 
application  may  be  made  by  the  other  inventor  on  behalf  of 
himself  or  herself  and  the  nonsigning  inventor.  The  oath  or 
declaration  in  such  an  application  must  be  accompanied  by  a 
petition  including  proof  of  the  pertinent  facts,  the  fee  set  forth 
in  §  1.17(g),  and  the  last  known  address  of  the  nonsigning 
inventor.  The  nonsigning  inventor  may  subsequently  join  in  the 
application  by  filing  an  oath  or  declaration  complying  with  § 
1.63. 

(b)  Whenever  all  of  the  inventors  refuse  to  execute  an 
application  for  patent,  or  cannot  be  found  or  reached  after 
diligent  effort,  a  person  to  whom  an  inventor  has  assigned  or 
agreed  in  writing  to  assign  the  invention,  or  who  otherwise 
shows  sufficient  proprietary  interest  in  the  matter  justifying 
such  action,  may  make  application  for  patent  on  behalf  of  and 
as  agent  for  all  the  inventors.  The  oath  or  declaration  in  such 
an  application  must  be  accompanied  by  a  petition  including 
proof  of  the  pertinent  facts,  a  showing  that  such  action  is 
necessary  to  preserve  the  rights  of  the  parties  or  to  prevent 
irreparable  damage,  the  fee  set  forth  in  §  1.17(g),  and  the  last 
known  address  of  all  of  the  inventors.  An  inventor  may 
subsequently  join  in  the  application  by  filing  an  oath  or 
declaration  complying  with  §  1.63. 


11.  Section  1.52  is  amended  by  revising  the  heading  and 
paragraphs  (b)(1).  (b)(2)(ii),  (d)(1),  (e)(1)  and  (e)(3)(i)  to  read 
as  follows: 

§  1.52  Language,  paper,  writing,  margins,  compact  disc 
specifications. 

r\y\   *   *   * 

(1)  The  application  or  proceeding  and  any  amendments  or 
corrections  to  the  application  (including  any  translation  sub- 
mitted pursuant  to  paragraph  (d)  of  this  section)  or  proceeding, 
except  as  provided  for  in  §  1.69  and  paragraph  (d)  of  this 
section,  must: 

(i)  Comply  with  the  requirements  of  paragraph  (a)  of  this 
section;  and 

(ii)  Be  in  the  English  language  or  be  accompanied  by  a 
translation  of  the  application  and  a  translation  of  any  correc- 
tions or  amendments  into  the  English  language  together  with  a 
statement  that  the  translation  is  accurate  that  is  signed  by  the 
individual  who  made  the  translation. 

^2)  *  *  * 

(ii)  Text  written  in  a  nonscript  type  font  (e.g..  Anal,  Times 
Roman,  or  Courier,  preferably  a  font  size  of  12)  lettering  style 
having  capital  letters  which  should  be  at  least  0.422  cm.  (0. 166 
inch)  high,  but  may  be  no  smaller  than  0.21  cm.  (0.08  inch) 
high;  and  ***** 

/•(j\  *  *  * 

(1)  Nonpro visional  application.  If  a  nonprovisional  applica- 
tion is  filed  in  a  language  other  than  English,  an  English 
language  translation  of  the  non-English  language  application,  a 
statement  that  the  translation  is  accurate  that  is  signed  by  the 
individual  who  made  the  translation,  and  the  processing  fee  set 
forth  in  §  1.1 7(i)  are  required.  If  these  items  are  not  filed  with 
the  application,  applicant  will  be  notified  and  given  a  period  of 
time  within  which  they  must  be  filed  in  order  to  avoid 
abandonment. 

( p\    -1-     ^    ^ 

(1)  The  following  documents  may  be  submitted  to  the  Office 
on  a  compact  disc  in  compliance  with  this  paragraph: 

(i)  A  computer  program  listing  (see  §  1.96); 

(ii)  A  "Sequence  Listing"  (submitted  under  §  1.821(c));  or 

(iii)  Any  individual  table  (see  §  1.58)  if  the  table  is  more 
than  50  pages  in  length,  or  if  the  total  number  of  pages  of  all 
of  the  tables  in  an  application  exceeds  100  pages  in  length, 
where  a  table  page  is  a  page  printed  on  paper  in  conformance 
with  paragraph  (b)  of  this  section  and  §  1.58(c). 

^2)  *  *  * 

(3)(i)  Each  compact  disc  must  conform  to  the  International 
Standards  Organization  (ISO)  9660  standard,  and  the  contents 
of  each  compact  disc  must  be  in  compliance  with  the  American 
Standard  Code  for  Information  Interchange  (ASCII).  CD-R 
discs  must  be  finalized  so  that  they  are  closed  to  further  writing 
to  the  CD-R. 

12.  Section  1.53  is  amended  by  revising  paragraph  (e)(2)  to 
read  as  follows: 

§  1.53  Application  number,  filing  date,  and  completion  of 
application. 


(2)  Any  request  for  review  of  a  notification  pursuant  to 
paragraph  (e)(1)  of  this  section,  or  a  notification  that  the 
original  application  papers  lack  a  portion  of  the  specification  or 
drawing(s),  must  be  by  way  of  a  petition  pursuant  to  this 
paragraph  accompanied  by  the  fee  set  forth  in  §  1.17(0-  In  the 
absence  of  a  timely  (§  1.181(f))  petition  pursuant  to  this 
paragraph,  the  filing  date  of  an  application  in  which  the 
applicant  was  notified  of  a  filing  error  pursuant  to  paragraph 
(e)(1)  of  this  section  will  be  the  date  the  filing  error  is 
corrected. 
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13.  Section  1.55  is  amended  by  revising  paragraphs 
(a)(l)(ii),  (a)(4),  and  (c)  and  adding  paragraph  (a)(l)(iii)  to 
read  as  follows: 

§  1.55  Claim  for  foreign  priority. 

/j-j  *  *  * 

(ii)  In  an  international  application  designating  the  United 
States,  the  claim  for  priority  must  be  made  during  the  pen- 
dency of  the  application  and  within  the  time  limit  set  forth  in 
the  PCT  and  the  Regulations  under  the  PCT. 

(iii)  If  an  application  claiming  the  benefit  of  a  prior  foreign 
application  meets  the  twelve-month  filing  period  requirement 
in  35  U.S.C.  119(a)  only  through  one  or  more  prior-filed 
nonprovisional  applications  or  international  applications  des- 
ignating the  United  States  for  which  a  benefit  is  claimed  under 
35  U.S.C.  120,  121,  or  365(c)  and  37  CFR  1.78(a),  each  such 
prior-filed  application  must  also  contain  a  claim  for  priority  in 
compliance  with  this  section  or  the  Regulations  under  the  PCT 
to  the  prior  foreign  appHcation. 

(4)  An  English  language  translation  of  a  non-Enghsh  lan- 
guage foreign  application  is  not  required  except  when  the 
application  is  involved  in  an  interference  (§  1.630),  when 
necessary  to  overcome  the  date  of  a  reference  relied  upon  by 
the  examiner,  or  when  specifically  required  by  the  examiner.  If 
an  English  language  translation  is  required,  it  must  be  filed 
together  with  a  statement  that  the  translation  of  the  certified 
copy  is  accurate  that  is  signed  by  the  individual  who  made  the 
translation. 

(c)  Unless  such  claim  is  accepted  in  accordance  with  the 
provisions  of  this  paragraph,  any  claim  for  priority  under  35 
U.S.C.  119(a)-(d),  365(a)-(b)  not  presented  within  the  time 
period  provided  by  paragraph  (a)  of  this  section  is  considered 
to  have  been  waived.  If  a  claim  for  priority  under  35  U.S.C. 
119(a)-(d),  365(a)-(b)  is  presented  after  the  time  period  pro- 
vided by  paragraph  (a)  of  this  section,  the  claim  may  be 
accepted  if  the  claim  identifying  the  prior  foreign  application 
by  specifying  its  application  number,  country  (or  intellectual 
property  authority),  and  the  day,  month,  and  year  of  its  filing 
was  unintentionally  delayed.  A  petition  to  accept  a  delayed 
claim  for  priority  under  35  U.S.C.  119(a)-(d),  365(a)-(b)  must 
be  accompanied  by: 

(1)  The  claim  under  35  U.S.C.  119(a)-(d),  or  365(a)-(b)  and 
this  section  to  the  prior  foreign  application,  unless  previously 
submitted; 

(2)  The  surcharge  set  forth  in  §  1.17(t);  and 

(3)  A  statement  that  the  entire  delay  between  the  date  the 
claim  was  due  under  paragraph  (a)(1)  of  this  section  and  the 
date  the  claim  was  filed  was  unintentional.  The  Director  may 
require  additional  information  where  there  is  a  question 
whether  the  delay  was  unintentional. 

14.  A  new  §  1.57  is  added  to  read  as  follows: 

§  1.57  Incorporation  by  reference. 

(a)  Subject  to  the  conditions  and  requirements  of  this 
paragraph,  if  all  or  a  portion  of  the  specification  or  drawings  is 
inadvertently  omitted  from  an  application,  but  the  application 
contains  a  claim  under  §  1.55  for  priority  of  a  prior-filed 
foreign  application,  or  a  claim  under  §  1.78  for  the  benefit  of 
a  prior-filed  provisional,  nonprovisional,  or  international  ap- 
plication, that  was  present  on  the  date  of  receipt  of  the 
application,  and  the  omitted  portion  of  the  specification  or 
drawings  is  completely  contained  in  the  prior-filed  application, 
the  claim  under  §  1.55  or  1.78  shall  also  be  considered  an 
incorporation  by  reference  of  the  prior-filed  application. 

(1)  The  application  must  be  amended  to  include  the  omitted 
portion  of  the  specification  or  drawings  within  the  time  period 
set  by  the  Office,  but  in  no  case  later  than  the  close  of 
prosecution  as  defined  by  §  1.114.  The  examiner  may  require 
the  applicant  to  supply  a  copy  of  the  prior-filed  application,  to 
supply  an  English  language  translation  of  any  prior-filed 
application  that  is  in  a  language  other  than  English,  and  to 
identify  where  the  omitted  portion  of  the  specification  or 
drawings  can  be  found  in  the  prior-filed  application. 


(2)  Any  amendment  to  an  international  application  pursuant 
to  this  paragraph  shall  be  effective  only  as  to  the  United  States. 
In  addition,  no  request  to  add  the  missing  part  of  the  descrip- 
tion or  the  missing  drawing  in  an  international  application 
designating  the  United  States  will  be  acted  upon  by  the  Ofl&ce 
prior  to  the  expiration  of  the  applicable  time  limit  under  PCT 
Article  22(1)  or  (2),  or  Article  39(a). 

(3)  If  an  application  is  not  otherwise  entitled  to  a  fifing  date 
under  §  1.53(b)  or  PCT  Article  11,  the  amendment  must  be  by 
way  of  a  petition  pursuant  to  this  paragraph  accompanied  by 
the  fee  set  forth  in  §  1.17(f). 

(b)  Except  as  provided  in  paragraph  (a)  of  this  section,  an 
incorporation  by  reference  must  be  identified  by  using  the 
language  "incorporated  by  reference"  and  must  identify  the 
referenced  patent,  apphcation,  or  publication  in  the  maimer  set 
forth  in  §  1.98(b)(1)  through  (b)(5). 

(c)  "Essential  material"  may  be  incorporated  by  reference, 
but  only  by  way  of  an  incorporation  by  reference  to  a  U.S. 
patent  or  U.S.  patent  application  publication,  which  patent  or 
patent  application  publication  does  not  itself  incorporate  such 
essential  material  by  reference.  "Essential  material"  is  material 
that  is  necessary  to: 

(1)  Provide  a  written  description  of  the  invention,  and  of  the 
manner  and  process  of  making  and  using  it,  in  such  full,  clear, 
concise,  and  exact  terms  as  to  enable  any  person  skilled  in  the 
art  to  which  it  pertains,  or  with  which  it  is  most  nearly 
connected,  to  make  and  use  the  same,  and  set  forth  the  best 
mode  contemplated  by  the  inventor  of  carrying  out  the 
invention  as  required  by  the  first  paragraph  of  35  U.S.C.  112; 

(2)  Describe  the  claimed  invention  in  terms  that  particularly 
point  out  and  distinctly  claim  the  invention  as  required  by  the 
second  paragraph  of  35  U.S.C.  112;  or 

(3)  Describe  the  structure,  material,  or  acts  that  correspond 
to  a  means  or  step  for  performing  a  specified  function  as 
required  by  the  sixth  paragraph  of  35  U.S.C.  112. 

(d)  Other  material  ("Nonessential  material")  may  be  incor- 
porated by  reference  to  domestic  or  foreign  patents  or  pub- 
lished applications,  prior-filed  commonly  owned  U.S.  applica- 
tions, or  non-patent  publications.  An  incorporation  by 
reference  by  hyperlink  or  other  form  of  browser  executable 
code  is  not  permitted. 

(e)  The  examiner  may  require  the  applicant  to  supply  a  copy 
of  the  material  incorporated  by  reference.  If  the  Office  requires 
the  applicant  to  supply  a  copy  of  material  incorporated  by 
reference,  the  material  must  be  accompanied  by  a  statement 
that  the  copy  consists  of  the  same  material  incorporated  by 
reference  in  the  referencing  apphcation. 

(f)  A  purported  incorporation  of  material  by  reference  that 
does  not  comply  with  the  requirements  of  paragraphs  (b) 
though  (e)  of  this  section  is  not  effective  to  incorporate  such 
material  by  reference  unless  corrected  by  the  applicant  in  a 
timely  manner. 

15.  Section  1.58  is  revised  to  read  as  follows: 

§  1.58  Chemical  and  mathematical  formulae  and  tables. 

(a)  The  specification,  including  the  claims,  may  contain 
chemical  and  mathematical  formulae,  but  shall  not  contain 
drawings  or  flow  diagrams.  The  description  portion  of  the 
specification  may  containtables,  if  the  tables  are  not  also 
included  in  the  drawings;  claims  may  contain  tables  either  if 
necessary  to  conform  to  35  U.S.C.  112  or  if  otherwise  found  to 
be  desirable. 

(b)  Tables  that  are  submitted  in  electronic  form  (§  1.96(c) 
and  1.821(c))  must  maintain  the  spatial  relationships  (e.g., 
ahgnment  of  columns  and  rows)  of  the  table  elements  when 
displayed  so  as  to  visually  preserve  the  relational  information 
they  convey.  Chemical  and  mathematical  formulae  must  be 
encoded  to  maintain  the  proper  positioning  of  their  characters 
when  displayed  in  order  to  preserve  their  intended  meaning. 

(c)  Chemical  and  mathematical  formulae  and  tables  must  be 
presented  in  compliance  with  §  1.52(a)  and  (b),  except  that 
chemical  and  mathematical  formulae  or  tables  may  be  placed 
in  a  landscape  orientation  if  they  cannot  be  presented  satisfac- 
torily in  a  portrait  orientation.  Typewritten  characters  used  in 
such  formulae  and  tables  must  be  chosen  from  a  block 
(nonscript)  type  font  or  lettering  style  having  capital  letters 
which  should  be  at  least  0.422  cm.  (0.166  inch)  (e.g.,  prefer- 
ably Arial,  Times  Roman,  or  Courier  with  a  font  size  of  12) 
high,  but  may  be  no  smaller  than  0.21  cm.  (0.08  inch)  high 
(e.g.,  a  font  size  of  6).  A  space  at  least  0.64  cm.  (1/4  inch)  high 
should  be  provided  between  complex  formulae  and  tables  and 
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the  text.  Tables  should  have  the  lines  and  columns  of  data 
closely  spaced  to  conserve  space,  consistent  with  a  high  degree 
of  legibility. 

16.  Section  1.59  is  amended  by  revising  paragraph  (b)  to 
read  as  follows: 

§  1.59  Expungement  of  information  or  copy  of  papers  in 
application  file. 

(b)  An  applicant  may  request  that  the  Office  expunge 
information,  other  than  what  is  excluded  by  paragraph  (a)(2)  of 
this  section,  by  filing  a  petition  under  this  paragraph.  Any 
petition  to  expunge  information  from  an  application  must 
include  the  fee  set  forth  in  §  1.17(g)  and  estabhsh  to  the 
satisfaction  of  the  Director  that  the  expungement  of  the 
information  is  appropriate  in  which  case  a  notice  granting  the 
petition  for  expungement  will  be  provided. 

•t*       "v*        •?"        "T"        "P 

17.  Section  1.69  is  amended  by  revising  paragraph  (b)  to 
read  as  follows: 

§  1.69  Foreign  language  oaths  and  declarations. 

rf;    :(:    :{:     :f:    :): 

(b)  Unless  the  text  of  any  oath  or  declaration  in  a  language 
other  than  English  is  a  form  provided  by  the  Patent  and 
Trademark  Office,  it  must  be  accompanied  by  an  English 
translation  together  with  a  statement  that  the  translation  is 
accurate  that  is  signed  by  the  individual  who  made  the 
translation,  except  that  in  the  case  of  an  oath  or  declaration 
filed  under  §  1.63,  the  translation  may  be  filed  in  the  Office  no 
later  than  two  months  from  the  date  appUcant  is  notified  to  file 
the  translation. 

18.  Section  1.76  is  amended  by  revising  paragraphs  (a)  and 
(c)(2)  to  read  as  follows: 

§  1.76  Application  data  sheet. 

(a)  Application  data  sheet.  An  application  data  sheet  is  a 
sheet  or  sheets,  that  may  be  voluntarily  submitted  in  either 
provisional  or  nonprovisional  applications,  which  contains 
bibliographic  data,  arranged  in  a  format  specified  by  the  Office. 
An  application  data  sheet  must  be  titled  "Application  Data 
Sheet"  and  must  contain  all  of  the  section  headings  listed  in 
paragraph  (b)  of  this  section,  with  any  appropriate  data  for 
each  section  heading.  If  an  application  data  sheet  is  provided, 
the  application  data  sheet  is  part  of  the  provisional  or  nonpro- 
visional application  for  which  it  has  been  submitted. 

(2)  Must  be  titled  "Supplemental  Application  Data  Sheet," 
include  all  of  the  section  headings  listed  in  paragraph  (b)  of 
this  section,  include  all  appropriate  data  for  each  section 
heading,  and  identify  the  information  that  is  being  changed 
(added,  deleted,  or  modified). 

19.  Section  1.78  is  amended  by  revising  paragraph  (a)(1), 
(a)(2)(iii),  (a)(5)(iii),  (a)(5)(iv),  and  (c)  to  read  as  follows: 

§  1.78  Claiming  benefit  of  earlier  filing  date  and  cross- 
references  to  other  applications. 

.  (a)(1)  A  nonprovisional  application  or  international  applica- 
tion designating  the  United  States  of  America  may  claim  an 
invention  disclosed  in  one  or  more  prior-filed  copending 
nonprovisional  applications  or  international  applications  des- 
ignating the  United  States  of  America.  In  order  for  an  appli- 
cation to  claim  the  benefit  of  a  prior-filed  copending  nonpro- 
visional application  or  international  application  designating  the 
United  States  of  America,  each  prior-filed  application  must 
name  as  an  inventor  at  least  one  inventor  named  in  the 
later-filed  application  and  disclose  the  named  inventor" s  inven- 


tion claimed  in  at  least  one  claim  of  the  later-filed  application 
in  the  manner  provided  by  the  first  paragraph  of  35  U.S.C.  112. 
In  addition,  each  prior-filed  application  must  be: 

(i)  An  international  application  entitled  to  a  filing  date  in 
accordance  with  PCT  Article  11  and  designating  the  United 
States  of  America;  or 

(ii)  Entitled  to  a  filing  date  as  set  forth  in  §  1.53(b)  or  § 
1.53(d)  and  include  the  basic  filing  fee  set  forth  in  §  1.16;  or 

(iii)  Entitled  to  a  filing  date  as  set  forth  in  §  1.53(b)  and  have 
paid  therein  the  processing  and  retention  fee  set  forth  in  § 
1.21(1)  within  the  time  period  set  forth  in  §  1.53(f). 

(2)  *  *  * 

(iii)  If  the  later-filed  application  is  a  nonprovisional  appli- 
cation, the  reference  required  by  this  paragraph  must  be 
included  in  an  application  data  sheet  (§  1.76),  or  the  specifi- 
cation must  contain  or  be  amended  to  contain  such  reference  in 
the  first  sentence(s)  following  the  title. 

(5)  *  *  * 

(iii)  If  the  later-filed  application  is  a  non-provisional  appli- 
cation, the  reference  required  by  this  paragraph  must  be 
included  in  an  application  data  sheet  (§  1.76),  or  the  specifi- 
cation must  contain  or  be  amended  to  contain  such  reference  in 
the  first  sentence(s)  following  the  title. 

(iv)  If  the  prior-filed  provisional  application  was  filed  in  a 
language  other  than  English  and  an  English-language  transla- 
tion of  the  prior-filed  provisional  application  and  a  statement 
that  the  translation  is  accurate  that  is  signed  by  the  individual 
who  made  the  translation  were  not  previously  filed  in  the 
prior-filed  provisional  application  or  the  later-filed  nonprovi- 
sional application,  applicant  will  be  notified  and  given  a  period 
of  time  within  which  to  file  an  English-language  translation  of 
the  non-English-language  prior-filed  provisional  application 
and  a  statement  that  the  translation  is  accurate.  In  a  pending 
nonprovisional  application,  failure  to  timely  reply  to  such  a 
notice  will  result  in  abandonment  of  the  application. 

(c)  If  an  application  or  a  patent  under  reexamination  and  at 
least  one  other  application  naming  different  inventors  are 
owned  by  the  same  person  and  contain  conflicting  claims,  and 
there  is  no  statement  of  record  indicating  that  the  claimed 
inventions  were  commonly  owned  or  subject  to  an  obligation 
of  assignment  to  the  same  person  at  the  time  the  later  invention 
was  made,  the  Office  may  require  the  assignee  to  state  whether 
the  claimed  inventions  were  commonly  owned  or  subject  to  an 
obligation  of  assignment  to  the  same  person  at  the  time  the 
later  invention  was  made,  and  if  not,  indicate  which  named 
inventor  is  the  prior  inventor.  Even  if  the  claimed  inventions 
were  commonly  owned,  or  subject  to  an  obligation  of  assign- 
ment to  the  same  person,  at  the  time  the  later  invention  was 
made,  the  conflicting  claims  may  be  rejected  under  the  doctrine 
of  double  patenting  in  view  of  such  commonly  owned  or 
assigned  applications  or  patents  under  reexamination. 

20.  Section  1.83  is  amended  by  revising  paragraph  (a)  to 
read  as  follows. 

§  1.83  Content  of  drawing. 

(a)  The  drawing  in  a  nonprovisional  application  must  show 
every  feature  of  the  invention  specified  in  the  claims.  However, 
conventional  features  disclosed  in  the  description  and  claims, 
where  their  detailed  illustration  is  not  essential  for  a  proper 
understanding  of  the  invention,  should  be  illustrated  in  the 
drawing  in  the  form  of  a  graphical  drawing  symbol  or  a  labeled 
representation  (e.g.,  a  labeled  rectangular  box).  In  addition, 
tables  and  sequence  listings  that  are  included  in  the  specifica- 
tion are  not  permitted  to  be  included  in  the  drawings. 

21.  Section  1.84  is  amended  by  revising  paragraphs  (a)(2) 
and  (c)  to  read  as  follows: 

§  1.84  Standards  for  drawings. 

(a)  *  *  * 

(2)  Color.  On  rare  occasions,  color  drawings  may  be 
necessary  as  the  only  practical  medium  by  which  to  disclose 
the  subject  matter  sought  to  be  patented  in  a  utility  or  design 
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patent  application  or  the  subject  matter  of  a  statutory  invention 
registration.  The  color  drawings  must  be  of  sufficient  quality 
such  that  all  details  in  the  drawings  are  reproducible  in  black 
and  white  in  the  printed  patent.  Color  drawings  are  not 
permitted  in  international  applications  (see  PCT  Rule  11.13), 
or  in  an  application,  or  copy  thereof,  submitted  under  the 
Office  electronic  filing  system.  The  Office  will  accept  color 
drawings  in  utility  or  design  patent  applications  and  statutory 
invention  registrations  only  after  granting  a  petition  filed  under 
this  paragraph  explaining  why  the  color  drawings  are  neces- 
sary. Any  such  petition  must  include  the  following: 

(i)  The  fee  set  forth  in  §  1.17(h); 

(ii)  Three  (3)  sets  of  color  drawings;  and 

(iii)  An  amendment  to  the  specification  to  insert  (unless  the 
specification  contains  or  has  been  previously  amended  to 
contain)  the  following  language  as  the  first  paragraph  of  the 
brief  description  of  the  drawings: 

The  patent  or  application  file  contains  at  least  one  drawing 
executed  in  color.  Copies  of  this  patent  or  patent  application 
publication  with  color  drawing(s)  will  be  provided  by  the 
Office  upon  request  and  payment  of  the  necessary  fee. 


(c)  Identification  of  drawings.  Identifying  indicia  should  be 
provided,  and  if  provided,  should  include  the  title  of  the 
invention,  inventor's  name,  and  application  number,  or  docket 
number  (if  any)  if  an  application  number  has  not  been  assigned 
to  the  application.  If  this  information  is  provided  on  the  front 
of  each  sheet,  it  must  be  placed  to  the  left  of  the  center  within 
the  top  margin. 


22.  Section  1.91  is  amended  by  adding  paragraph  (c)  to  read 
as  follows: 

§  1.91  Models  or  exhibits  not  generally  admitted  as  part  of 
application  or  patent. 

(c)  Unless  the  model  or  exhibit  substantially  conforms  to  the 
requirements  of  §  1.52  or  §  1.84  under  paragraph  (a)(1)  of  this 
section,  it  must  be  accompanied  by  photographs  that  show 
multiple  views  of  the  material  features  of  the  model  or  exhibit 
and  that  substantially  conform  to  the  requirements  of  §  1.84. 

23.  Section  1.94  is  revised  to  read  as  follows: 

§  1.94  Return  of  models,  exhibits  or  specimens. 

(a)  Models,  exhibits,  or  specimens  may  be  returned  to  the 
applicant  if  no  longer  necessary  for  the  conduct  of  business 
before  the  Office.  When  applicant  is  notified  that  a  model, 
exhibit,  or  specimen  is  no  longer  necessary  for  the  conduct  of 
business  before  the  Office  and  will  be  returned,  applicant  must 
arrange  for  the  return  of  the  model,  exhibit,  or  specimen  at  the 
applicant's  expense.  The  Office  will  dispose  of  perishables 
without  notice  to  applicant  unless  applicant  notifies  the  Office 
upon  submission  of  a  perishable  model,  exhibit  or  specimen 
that  a  return  is  desired  and  makes  arrangements  for  its  return 
promptly  upon  notification  by  the  Office  that  the  perishable 
model,  exhibit  or  specimen  is  no  longer  necessary  for  the 
conduct  of  business  before  the  Office. 

(b)  Applicant  is  responsible  for  retaining  the  actual  model, 
exhibit,  or  specimen  for  the  enforceable  life  of  any  patent 
resulting  from  the  application.  The  provisions  of  this  paragraph 
do  not  apply  to  a  model  or  exhibit  that  substantially  conforms 
to  the  requirements  of  §  1.52  or  §  1.84,  where  the  model, 
exhibit  or  specimen  has  been  described  by  photographs  that 
substantially  conform  to  §  1.84,  or  where  the  model,  exhibit  or 
specimen  is  perishable. 

(c)  Where  applicant  is  notified,  pursuant  to  paragraph  (a)  of 
this  section,  of  the  need  to  arrange  for  return  of  a  model, 
exhibit  or  specimen,  applicant  must  arrange  for  the  return 
within  the  period  set  in  such  notice,  to  avoid  disposal  of  the 
model,  exhibit  or  specimen  by  the  Office.  Extensions  of  time 
are  available  under  §  1.136,  except  in  the  case  of  perishables. 
Failure  to  establish  that  the  return  of  the  item  has  been 
arranged  for  within  the  period  set  or  failure  to  have  the  item 
removed  from  Office  storage  within  a  reasonable  amount  of 
time  notwithstanding  any  arrangement  for  return,  will  permit 
the  Office  to  dispose  of  the  model,  exhibit  or  specimen. 


24.  Section  1.98  is  amended  by  revising  paragraphs  (a)(1), 
(a)(2),  and  (e)  to  read  as  follows: 

§  1.98  Content  of  information  disclosure  statement. 

(1)  A  list  of  all  patents,  publications,  applications,  or  other 
information  submitted  for  consideration  by  the  Office.  U.S. 
patents  and  U.S.  patent  application  pubUcations  must  be  Usted 
in  a  section  separately  from  citations  of  other  documents.  Each 
page  of  the  list  must  include: 

(i)  The  application  number  of  the  application  in  which  the 
information  disclosure  statement  is  being  submitted; 

(ii)  A  column  that  provides  a  space  next  to  each  document  to 
be  considered  for  the  examiner's  initials;  and 

(iii)  A  heading  that  clearly  indicates  that  the  list  is  an 
information  disclosure  statement. 

(2)  A  legible  copy  of: 
(i)  Each  patent; 

(ii)  Each  publication  or  that  portion  which  caused  it  to  be 
listed; 

(iii)  For  each  cited  pending  unpublished  U.S.  application, 
the  application  specification  including  the  claims,  and  any 
drawing  of  the  application,  or  that  portion  of  the  application 
which  caused  it  to  be  listed  including  any  claims  directed  to 
that  portion;  and 

(iv)  All  other  information  or  that  portion  which  caused  it  to 
be  listed 

(e)  The  requirement  in  paragraph  (a)(2)  of  this  section  for  a 
copy  of  the  U.S.  patents  or  U.S.  patent  application  publications 
listed  in  an  information  disclosure  statement  does  not  apply: 

(1)  In  any  national  patent  appUcation  filed  after  June  30, 
2003; 

(2)  In  any  international  application  that  has  entered  the 
national  stage  under  35  U.S.C.  371  after  June  30,  2003;  or 

(3)  In  any  information  disclosure  statement  submitted  in 
comphance  with  the  Office's  electronic  filing  system. 

25.  Section  1.102  is  amended  by  revising  paragraph  (c)  to 
read  as  follows: 

§  1.102  Advancement  of  examination. 

(c)  A  petition  to  make  an  appUcation  special  may  be  filed 
without  a  fee  if  the  basis  for  the  petition  is: 

(1)  The  applicant's  age  or  health;  or 

(2)  That  the  invention  will  materially: 

(i)  Enhance  the  quality  of  the  environment; 
(ii)  Contribute  to  the  development  or  conservation  of  energy 
resources;  or 

(iii)  Contribute  to  countering  terrorism. 

26.  Section  1.103  is  amended  by  revising  paragraph  (a)(2)  to 
read  as  follows: 

§  1.103  Suspension  of  action  by  the  OfBce. 

{ ^\    ^    ^    % 

(2)  The  fee  set  forth  in  §  1.17(g),  unless  such  cause  is  the 
fault  of  the  Office. 

27.  Section  1.105  is  amended  by  redesignating  paragraph 
(a)(3)  as  (a)(4)  and  revising  it,  and  adding  new  paragraphs 
(a)(l)(viii)  and  (a)(3)  to  read  as  follows: 

§  1.105  Requirements  for  information. 

(a)(1)  *  *  * 

(viii)  Technical  information  known  to  appUcant.  Technical 
information  known  to  applicant  concerning  the  interpretation 
of  the  related  art,  the  disclosure,  the  claimed  subject  matter, 
other  information  pertinent  to  patentabiUty,  or  the  accuracy  of 
the  examiner's  stated  interpretation  of  such  items. 
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(3)  Requirements  for  information  may  be  presented  in  any 
appropriate  form,  for  example: 

(i)  A  requirement  for  documents; 

(ii)  Interrogatories  in  the  fomi  of  specific  questions  seeking 
applicant's  knowledge;  or 

(iii)  Stipulations  in  the  form  of  statements  with  which  the 
applicant  may  agree  or  disagree. 

(4)  Any  reply  to  a  requirement  for  information,  apart  from 
requirements  for  answers  based  on  applicant's  opinion,  that 
states  that  the  information  required  to  be  submitted  is  unknown 
and/or  is  not  readily  available  to  the  party  or  parties  from 
which  it  was  requested  will  be  accepted  as  a  complete  reply. 
Any  reply  to  a  requirement  for  answers  based  on  applicant's 
opinion  that  states  that  an  opinion  is  not  held  by  the  party  or 
parties  from  which  it  was  requested  will  be  accepted  as  a 
complete  reply. 


28.  Section  1.111  is  amended  by  revising  paragraph  (a)(2)  to 
read  as  follows: 

§  1.111  Reply  by  applicant  or  patent  owner  to  a  non-final 
Office  action. 

( ^\    ^    N^    H* 

(2)  Supplemental  replies,  (i)  A  supplemental  reply  will  not 
be  entered  as  matter  of  right  except  as  provided  in  paragraph 
(a)(2)(ii)  of  this  section.  The  Office  may  enter  a  supplemental 
reply  that  is  filed  before  the  expiration  of  the  statutory  period 
(i.e.,  within  six  months  from  the  mailing  date  of  the  non-final 
Office  action)  if  the  supplemental  reply  is  clearly  limited  to: 

(A)  Cancellation  of  a  claim(s); 

(B)  Adoption  of  an  examiner  suggestion(s);  or 

(C)  Placement  of  the  application  in  condition  for  allowance, 
(ii)  A  supplemental  reply  will  be  entered  if  the  supplemental 

reply  is  filed  within  the  period  during  which  action  by  the 
Office  is  suspended  under  §  1.103(a)  through  (c). 

4:    ^    ^     ^     ^ 

29.  Section  1.115  is  revised  to  read  as  follows: 
§  1.115  Preliminary  amendments. 

(a)  A  preliminary  amendment  is  an  amendment  that  is 
received  in  the  Office  (see  §  1.6)  on  or  before  the  mail  date  of 
the  first  Office  action  under  §  1.104. 

(b)  A  preliminary  amendment  submitted  on  or  prior  to  the 
filing  date  of  an  application  is  part  of  the  original  disclosure  of 
the  application.  If  a  preliminary  amendment  is  determined  to 
contain  matter  not  otherwise  included  in  the  contents  of  the 
originally  filed  specification,  including  claims,  and  drawings, 
and  the  preliminary  amendment  is  not  specifically  referred  to 
in  the  oath  or  declaration  under  §  1.63,  a  new  oath  or 
declaration  in  compliance  with  §  1.63  will  be  required. 

(c)(1)  A  preliminary  amendment  will  be  entered  unless 
disapproved  by  the  Director. 

(i)  A  preliminary  amendment  seeking  cancellation  of  all  the 
claims  without  presenting  any  new  or  substitute  claims  will  be 
disapproved.  However,  for  filing  and  fee  calculation  purposes, 
such  an  amendment  will  cause  the  application  to  be  treated  as 
containing  a  single  claim,  which  would  be  the  first  independent 
claim. 

(ii)  A  preliminary  amendment  may  be  disapproved  if  the 
preliminary  amendment  unduly  interferes  with  the  preparation 
of  a  first  Office  action  in  an  application.  Factors  that  will  be 
considered  in  disapproving  a  preliminary  amendment  include: 

(A)  The  state  of  preparation  of  a  first  Office  action  as  of  the 
date  of  receipt  (see  §  1.6)  of  the  preliminary  amendment  by  the 
Office;  and 

(B)  The  nature  of  any  changes  to  the  specification  or  claims 
that  would  result  from  entry  of  the  preliminary  amendment. 

(2)  A  preliminary  amendment  will  not  be  disapproved  under 
(c)(l)(ii)  of  this  section  if  it  is  filed  no  later  than: 

(i)  Three  months  from  the  filing  date  of  an  application  under 
§  1.53(b); 

(ii)  The  filing  date  of  a  continued  prosecution  application 
under  §  1.53(d);  or 

(iii)  Three  months  from  the  date  the  national  stage  is  entered 
as  set  forth  in  §  1.491  in  an  international  application. 

(d)  The  time  periods  specified  in  paragraph  (c)(2)  of  this 
section  are  not  extendable. 


30.  Section  1.116  is  amended  by  revising  paragraph  (b)  to 
read  as  follows: 

§  1.116  Amendments  after  final  action  or  appeal. 

(b)  After  a  final  rejection  or  other  final  action  (see  §  1.113) 
in  an  application  or  in  an  ex  parte  reexamination  filed  under  § 
1.510,  or  an  action  closing  prosecution  (see  §  1.949)  in  an  inter 
partes  reexamination  filed  under  §  1.913,  amendments  may  be 
made  canceling  claims  or  complying  with  any  requirement  of 
form  expressly  set  forth  in  a  previous  Office  action.  Amend- 
ments presenting  rejected  claims  in  better  form  for  consider- 
ation on  appeal  may  be  admitted.  The  admission  of,  or  refusal 
to  admit,  any  amendment  after  a  final  rejection,  a  final  action, 
an  action  closing  prosecution,  or  any  related  proceedings  will 
not  operate  to  relieve  the  application  or  reexaminaUon  pro- 
ceeding from  its  condition  as  subject  to  appeal  or  to  save  the 
application  from  abandonment  under  §  1.135,  or  the  reexami- 
nation prosecution  from  concluding  under  §  1.550(d)  or  § 
1.957(b)  or  limitation  of  further  prosecution  under  §  1.957(c). 
No  amendment  can  be  made  in  an  inter  partes  reexamination 
proceeding  after  the  right  of  appeal  notice  under  §  1.953  except 
as  provided  for  in  paragraph  (d)  of  this  section. 

:fc    ^    :f:    :^     >t: 


31.  Section  1.131  is  amended  by  revising  paragraph  (b)  to 
read  as  follows: 

§  1.131  Affidavit  or  declaration  of  prior  invention. 

(b)  The  showing  of  facts  shall  be  such,  in  character  and 
weight,  as  to  estabUsh  reduction  to  practice  prior  to  the 
effective  date  of  the  reference,  or  conception  of  the  invention 
prior  to  the  effective  date  of  the  reference  coupled  with  due 
diligence  from  prior  to  said  date  to  a  subsequent  reduction  to 
practice  or  to  the  filing  of  the  application.  Original  exhibits  of 
drawings  or  records,  or  photocopies  thereof,  must  accompany 
and  form  part  of  the  affidavit  or  declaration  or  their  absence 
must  be  satisfactorily  explained. 

32.  Section  1.136  is  amended  by  revising  paragraph  (b)  to 
read  as  follows: 

§  1.136  Extensions  of  time. 

(b)  When  a  reply  cannot  be  filed  within  the  time  period  set 
for  such  reply  and  the  provisions  of  paragraph  (a)  of  this 
section  are  not  available,  the  period  for  reply  will  be  extended 
only  for  sufficient  cause  and  for  a  reasonable  time  specified. 
Any  request  for  an  extension  of  time  under  this  paragraph  must 
be  filed  on  or  before  the  day  on  which  such  reply  is  due,  but  the 
mere  filing  of  such  a  request  will  not  affect  any  extension  under 
this  paragraph.  In  no  situation  can  any  extension  carry  the  date 
on  which  reply  is  due  beyond  the  maximum  time  period  set  by 
statute.  See  §  1.304  for  extensions  of  time  to  appeal  to  the  U.S. 
Court  of  Appeals  for  the  Federal  Circuit  or  to  commence  a  civil 
action;  §  1.645  for  extensions  of  time  in  interference  proceed- 
ings; §  1.550(c)  for  extensions  of  time  in  ex  parte  reexamina- 
tion proceedings;  and  §  1.956  for  extensions  of  time  in  inter 
partes  reexamination  proceedings.  Any  request  under  this 
section  must  be  accompanied  by  the  petition  fee  set  forth  in  § 
117(g). 

^    ii:    :^    :^    i\e 

33.  Section  1.137  is  amended  by  revising  its  heading,  the 
introductory  text  of  paragraph  (a),  the  introductory  text  of 
paragraph  (b),  paragraphs  (d)(3)  and  (e)  to  read  as  follows: 

§  1.137  Revival  of  abandoned  application,  concluded  reex- 
amination prosecution,  or  lapsed  patent. 

(a)  Unavoidable.  If  the  delay  in  reply  by  applicant  or  patent 
owner  was  unavoidable,  a  petition  may  be  filed  pursuant  to  this 
paragraph  to  revive  an  abandoned  application,  a  reexamination 
prosecution  concluded  under  §    1.550(d)  or  §    1.957(b)  or 
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limited  as  to  further  prosecution  under  §  1 .957(c),  or  a  lapsed 
patent.  A  grantable  petition  pursuant  to  this  paragraph  must  be 
accompanied  by: 


(b)  Unintentional.  If  the  delay  in  reply  by  applicant  or  patent 
owner  was  unintentional,  a  petition  may  be  filed  pursuant  to 
this  paragraph  to  revive  an  abandoned  application,  a  reexami- 
nation prosecution  concluded  under  §  1.550(d)  or  §  1.957(b)  or 
limited  as  to  further  prosecution  under  §  1.957(c),  or  a  lapsed 
patent.  A  grantable  petition  pursuant  to  this  paragraph  must  be 
accompanied  by: 


/^\  *  *  * 

(3)  The  provisions  of  paragraph  (d)(1)  of  this  section  do  not 
apply  to  applications  for  which  revival  is  sought  solely  for 
purposes  of  copendency  with  a  utility  or  plant  application  filed 
on  or  after  June  8,  1995,  to  lapsed  patents,  to  reissue  applica- 
tions, or  to  reexamination  proceedings. 

(e)  Request  for  reconsideration.  Any  request  for  reconsid- 
eration or  review  of  a  decision  refusing  to  revive  an  abandoned 
application,  a  concluded  reexamination  prosecution,  or  lapsed 
patent  upon  petition  filed  pursuant  to  this  section,  to  be 
considered  timely,  must  be  filed  within  two  months  of  the 
decision  refusing  to  revive  or  within  such  time  as  set  in  the 
decision.  Unless  a  decision  indicates  otherwise,  this  time 
period  may  be  extended  under: 

(1)  The  provisions  of  §  1.136  for  an  abandoned  application 
or  lapsed  patent; 

(2)  The  provisions  of  §  1.550(c)  for  a  concluded  ex  parte 
reexamination  prosecution  filed  under  §  1.510;  or 

(3)  The  provisions  of  §  1.956  for  a  concluded  inter  partes 
reexamination  prosecution  or  an  inter  partes  reexamination 
limited  as  to  further  prosecution  filed  under  §  1.913. 


34.  Section  1.165  is  amended  by  revising  paragraph  (b)  to 
read  as  follows: 


§  1.165  Plant  drawings. 


(b)  The  drawings  may  be  in  color  The  drawing  must  be  in 
color  if  color  is  a  distinguishing  characteristic  of  the  new 
variety.  Two  copies  of  color  drawings  or  photographs  must  be 
submitted. 

35.  Section  1.173  is  amended  by  revising  paragraph  (b) 
introductory  text  to  read  as  follows: 

§  1.173  Reissue  specification,  drawings,  and  amendments. 

(b)  Making  amendments  in  a  reissue  application.  An  amend- 
ment in  a  reissue  appUcation  is  made  either  by  physically 
incorporating  the  changes  into  the  specification  when  the 
application  is  filed,  or  by  a  separate  amendment  paper.  If 
amendment  is  made  by  incorporation,  markings  pursuant  to 
paragraph  (d)  of  this  section  must  be  used.  If  amendment  is 
made  by  an  amendment  paper,  the  paper  must  direct  that 
specified  changes  be  made,  as  follows: 

36.  Section  1.175  is  amended  by  adding  a  new  paragraph  (e) 
to  read  as  follows: 

§  1.175  Reissue  oath  or  declaration. 

(e)  The  filing  of  any  continuing  reissue  application  which 
does  not  replace  its  parent  reissue  application  must  include  an 
oath  or  declaration  which,  pursuant  to  paragraph  (a)(1)  of  this 
section,  identifies  at  least  one  error  in  the  original  patent  which 


has  not  been  corrected  by  the  parent  reissue  application  or  an 
earlier  reissue  application.  All  other  requirements  relating  to  an 
oath  or  declaration  must  also  be  met. 

37.  Section  1.178  is  amended  by  revising  paragraph  (a)  to 
read  as  follows: 

§  1.178  Original  patent;  continuing  duty  of  applicant. 

(a)  The  application  for  reissue  of  a  patent  shall  constitute  an 
offer  to  surrender  that  patent,  and  the  surrender  shall  take  effect 
upon  reissue  of  the  patent.  Until  a  reissue  application  is 
granted,  the  original  patent  shall  remain  in  effect.  ***** 

§  1.179  [Removed  and  Reserved]. 

38.  Section  1.179  is  removed  and  reserved. 

39.  Section  1.182  is  revised  to  read  as  follows: 

§  1.182  Questions  not  specifically  provided  for. 

All  situations  not  specifically  provided  for  in  the  regulations 
of  this  part  will  be  decided  in  accordance  with  the  merits  of 
each  situation  by  or  under  the  authority  of  the  Director,  subject 
to  such  other  requirements  as  may  be  imposed,  and  such 
decision  will  be  communicated  to  the  interested  parties  in 
writing.  Any  petition  seeking  a  decision  under  this  section 
must  be  accompanied  by  the  petition  fee  set  forth  in  §  1.17(f). 

40.  Section  1.183  is  revised  to  read  as  follows: 

§  1.183  Suspension  of  rules. 

In  an  extraordinary  situation,  when  justice  requires,  any 
requirement  of  the  regulations  in  this  part  which  is  not  a 
requirement  of  the  statutes  may  be  suspended  or  waived  by  the 
Director  or  the  Director's  designee,  sua  sponte,  or  on  petition 
of  the  interested  party,  subject  to  such  other  requirements  as 
may  be  imposed.  Any  petition  under  this  section  must  be 
accompanied  by  the  petition  fee  set  forth  in  §  1.17(f). 

41.  Section  1.213  is  revised  to  read  as  follows: 

§  1.213  Nonpublication  request,*  rescission  of  a  nonpubli- 
cation  request;  notice  of  subsequent  foreign  filing. 

(a)  Nonpublication  request  and  certification.  If  the  invention 
disclosed  in  an  application  has  not  been  and  will  not  be  the 
subject  of  an  application  filed  in  another  country,  or  under  a 
multilateral  international  agreement,  that  requires  publication 
of  applications  eighteen  months  after  filing,  the  application 
will  not  be  pubUshed  under  35  U.S.C.  122(b)  and  §  1.211 
provided  that: 

(1)  A  request  (nonpublication  request)  is  submitted  with  the 
application  upon  filing; 

(2)  The  request  states  in  a  conspicuous  manner  that  the 
application  is  not  to  be  published  under  35'U.S.C.  122(b); 

(3)  The  request  contains  a  certification  that  the  invention 
disclosed  in  the  application  has  not  been  and  will  not  be  the 
subject  of  an  application  filed  in  another  country,  or  under  a 
multilateral  international  agreement,  that  requires  publication 
of  applications  at  eighteen  months  after  filing;  and 

(4)  The  request  is  signed  in  comphance  with  §  1.33(b).  The 
certification  under  35  U.S.C.  122(b)(2)(B)(i)  and  paragraph 
(a)(3)  of  this  section  is  not  appropriate  unless  the  person 
signing  the  request  has  made  an  actual  inquiry  consistent  with 
the  requirements  of  §  10.18(b)  of  this  chapter  with  respect  to 
the  application  to  which  the  request  and  certification  pertains 
to  determine  that: 

(i)  The  application  has  not  been  the  subject  of  an  application 
filed  in  another  country,  or  under  a  multilateral  international 
agreement,  that  requires  publication  of  applications  at  eighteen 
months  after  filing;  and 

(ii)  The  applicant's  intent  at  the  time  the  nonpublication 
request  is  being  filed  is  that  the  apphcation  will  not  be  the 
subject  of  an  application  filed  in  another  country,  or  under  a 
multilateral  international  agreement,  that  requires  publication 
of  applications  at  eighteen  months  after  filing. 

(b)  Rescission  of  a  nonpublication  request.  The  applicant 
may  rescind  a  previously  filed  nonpubhcation  request  at  any 
time.  The  mere  fifing  of  a  request  under  35  U.S.C. 
122(b)(2)(B)(ii)  and  this  paragraph  to  rescind  a  previously 
filed  nonpublication  request  does  not  comply  with  the  notice 
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requirement  of  35  U.S.C.  122(b)(2)(B)(iii)  and  paragraph  (c) 
of  this  section.  The  provisions  of  §  1.8  do  not  apply  in 
determining  whether  such  an  application  has  been  filed  before 
filing  a  request  under  this  paragraph  to  rescind  a  previously 
filed  nonpublication  request.  A  request  to  rescind  a  nonpubli- 
cation  request  under  paragraph  (a)  of  this  section  must: 

(1)  Identify  the  application  to  which  it  is  directed; 

(2)  State  in  a  conspicuous  manner  that  the  request  that  the 
application  is  not  to  be  published  under  35  U.S.C.  122(b)  is 
rescinded;  and 

(3)  Be  signed  in  compliance  with  §  1.33(b).  A  request  under 
paragraph  (b)  of  this  section  to  rescind  a  nonpublication 
request  is  not  appropriate  unless  the  person  signing  the  request 
has  made  an  inquiry  consistent  with  the  requirements  of  § 
10.18(b)  of  this  chapter  and  determined  that  a  nonpublication 
request  under  paragraph  (a)  of  this  section  was  previously  filed 
in  the  application  in  which  the  request  to  rescind  a  nonpubli- 
cation request  is  directed. 

(c)  Notification  of  subsequent  foreign  filing.  An  applicant 
who  has  submitted  a  nonpublication  request  under  35  U.S.C. 
122(b)(2)(B)(i)  and  paragraph  (a)  of  this  section,  but  before 
filing  a  request  under  35  U.S.C.  122(b)(2)(B)(ii)  and  paragraph 

(b)  of  this  section  to  rescind  the  previously  filed  nonpublica- 
tion request,  files  an  application  directed  to  the  invention 
disclosed  in  the  application  in  which  the  nonpublication 
request  was  submitted  in  another  country,  or  under  a  multilat- 
eral international  agreement,  that  requires  publication  of  ap- 
plications eighteen  months  after  filing,  must  notify  the  Office 
of  such  fihng  within  forty-five  days  after  the  date  of  the  filing 
in  another  country,  or  under  a  multilateral  international  agree- 
ment. The  provisions  of  §  1.8  do  not  apply  in  determining 
whether  such  an  application  has  been  filed  before  filing  a 
request  under  paragraph  (b)  of  this  section  to  rescind  a 
previously  filed  nonpublication  request.  The  mere  filing  of  a 
request  under  35  U.S.C.  122(b)(2)(B)(ii)  and  paragraph  (b)  of 
this  section  to  rescind  a  previously  filed  nonpublication  request 
does  not  comply  with  the  notice  requirement  of  35  U.S.C. 
122(b)(2)(B)(iii)  and  this  paragraph.  The  failure  to  timely 
notify  the  Office  of  the  filing  in  another  country,  or  under  a 
multilateral  international  agreement,  shall  result  in  abandon- 
ment of  the  application  in  which  the  nonpublication  request 
was  submitted  (35 'U.S.C.  122(b)(2)(B)(iii)). 

(d)  Publication  after  rescission  or  notice  of  foreign  filing.  If 
an  applicant  who  has  submitted  a  nonpublication  request  under 
35  U.S.C.  122(b)(2)(B)(i)  and  paragraph  (a)  of  this  section, 
subsequently  files  a  request  under  35  U.S.C.  122(b)(2)(B)(ii) 
and  paragraph  (b)  of  this  section  to  rescind  the  nonpublication 
request  or  files  a  notice  of  a  filing  in  another  country,  or  under 
a  multilateral  international  agreement,  under  35  U.S.C. 
122(b)(2)(B)(iii)  and  paragraph  (c)  of  this  section,  the  appli- 
cation shall  be  published  as  soon  as  is  practical  after  the 
expiration  of  a  period  of  eighteen  months  from  the  earliest 
filing  date  for  which  a  benefit  is  sought  under  title  35,  United 
States  Code  (35  U.S.C.  122(b)(2)(B)(iv)). 

42.  Section  1.215  is  amended  by  revising  paragraphs  (a)  and 

(c)  to  read  as  follows: 

§  1.215  Patent  application  publication. 

(a)  The  publication  of  an  application  under  35  U.S.C.  122(b) 
shall  include  a  patent  application  publication.  The  date  of 
publication  shall  be  indicated  on  the  patent  application  publi- 
cation. The  patent  application  publication  will  be  based  upon 
the  application  papers  deposited  on  the  filing  date  of  the 
application,  as  well  as  the  executed  oath  or  declaration 
submitted  to  complete  the  application,  any  application  papers 
or  drawings  submitted  in  reply  to  a  preexamination  notice 
requiring  a  title  and  abstract  in  compliance  with  §  1.72, 
application  papers  in  compliance  with  §  1.52,  drawings  in 
compliance  with  §  1.84,  or  a  sequence  listing  in  compliance 
with  §  1.821  through  1.825,  and  any  replacement  drawings 
received  with  the  processing  fee  set  forth  in  §  1 .  17(i)  within  the 
period  set  forth  in  paragraph  (c)  of  this  section,  except  as 
otherwise  provided  in  this  section.  The  patent  application 
publication  will  not  include  any  amendments,  including  pre- 
liminary amendments,  unless  applicant  supplies  a  copy  of  the 
application  containing  the  amendment  pursuant  to  paragraph 
(c)  of  this  section. 

(c)  At  applicant's  option,  the  patent  application  publication 
will  be  based  upon  the  copy  of  the  application  (specification, 
drawings,  and  oath  or  declaration)  as  amended  during  exami- 


nation, provided  that  applicant  supplies  such  a  copy  in  com- 
pliance with  the  Office  electronic  filing  system  requirements 
within  one  month  of  the  mailing  date  of  the  first  Office 
communication  that  includes  a  confirmation  number  for  the 
application,  or  within  fourteen  months  of  the  earliest  filing  date 
for  which  a  benefit  is  sought  under  title  35,  United  States  Code, 
whichever  is  later. 


43.  Section  1.291  is  revised  to  read  as  follows: 
§  1.291  Protests  by  the  public  against  pending  applications. 

(a)  A  protest  may  be  filed  by  a  member  of  the  public  against 
a  pending  application,  and  will  be  matched  with  the  application 
file  if  it  adequately  identifies  the  patent  application  to  the 
extent  that  the  Ofiice  can  timely  match  it.  A  protest  which  does 
not  adequately  identify  a  pending  patent  application  will  not  be 
considered  by  the  Office  other  than  to  return  it  to  the  protestor. 

(b)  Where  the  protest  adequately  identifies  the  patent  appli- 
cation to  the  extent  that  the  Office  can  timely  match  it  with  an 
application,  the  protest  will  be  entered  into  the  record  of  the 
application  if  it: 

(1)  Is  submitted: 

(i)  Prior  to  the  date  the  application  was  published  under  § 
1.211,  or  the  notice  of  allowance  under  §  1.311  was  mailed, 
whichever  occurs  first;  or 

(ii)  At  any  time  if  it  is  accompanied  by  the  written  consent 
of  the  applicant  to  the  filing  of  the  protest  being  submitted; 

(2)  Is  served  upon  the  applicant  in  accordance  with  §  1.248, 
or  filed  with  the  Office  in  duplicate  in  the  event  service  is  not 
possible;  and 

(3)  Includes  a  statement  identifying  the  real  party  in  interest 
on  whose  behalf  the  protest  is  being  filed  to  the  extent 
necessary  for  determination  of  whether  a  party  who  may  file  a 
subsequent  protest  is  in  privity  with  the  identified  real  party  in 
interest.  Where  anonymity  of  the  real  party  in  interest  is 
desired,  the  protestor  may  provide,  in  place  of  the  statement 
identifying  the  real  party  in  interest,  a  substitute  statement  that 
the  protest  is,  to  the  best  of  the  knowledge  of  the  submitting 
party,  the  first  protest  being  submitted  by  the  real  party  in 
interest.  The  substitute  statement  must  be  accompanied  by  a 
processing  fee  under  §  1.1 7(i). 

(c)  Where  the  protest  is  entered  into  the  record  of  the 
application,  the  items  of  information  submitted  with  the 
protest,  and  the  argument  directed  toward  such  items,  will  be 
considered  by  the  examiner,  if  the  protest  includes: 

(1)  A  listing  of  the  patents,  publications,  or  other  informa- 
tion relied  upon; 

(2)  A  concise  explanation  of  the  relevance  of  each  item 
listed  pursuant  to  paragraph  (c)(1); 

(3)  A  copy  of  each  listed  patent,  publication,  or  other  item  of 
information  in  written  form,  or  at  least  the  pertinent  portions 
thereof; 

(4)  An  English  language  translation  of  all  the  necessary  and 
pertinent  parts  of  any  non-Enghsh  language  patent,  publica- 
tion, or  other  item  of  information  relied  upon;  and 

(5)  If  a  second  or  subsequent  protest  by  the  same  party,  an 
explanation  why  the  additional  art  issues  are  significantly 
different  and  why  they  were  not  earlier  presented. 

(d)  A  member  of  the  public  filing  a  protest  in  an  application 
under  this  section  will  not  receive  any  communication  from  the 
Office  relating  to  the  protest,  other  than  the  return  of  a 
self-addressed  postcard  which  the  member  of  the  public  may 
include  with  the  protest  in  order  to  receive  an  acknowledgment 
by  the  Office  that  the  protest  has  been  received.  The  limited 
involvement  of  the  member  of  the  public  filing  a  protest 
pursuant  to  this  section  ends  with  the  filing  of  the  protest,  and 
no  further  submission  on  behalf  of  the  protestor  will  be 
considered,  unless  the  submission  is  accompanied  by  an 
explanation  pursuant  to  paragraph  (c)(5)  of  this  section. 

(e)  Where  a  protest  raising  inequitable  conduct  issues 
satisfies  the  provisions  of  this  section  for  entry,  it  will  be 
entered  into  the  application  file,  generally  without  comment  on 
the  inequitable  conduct  issues  raised  in  it. 

(f)  In  the  absence  of  a  request  by  the  Office,  an  applicant  has 
no  duty  to,  and  need  not,  reply  to  a  protest. 

(g)  In  order  for  a  protest  submitted  after  the  application 
publication  date  to  be  accepted,  the  protest  must  be  accompa- 
nied by  the  written  consent  of  the  applicant  to  the  filing  of  the 
protest  being  submitted. 
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44.  Section  1.295  is  amended  by  revising  paragraph  (a)  to 
read  as  follows: 

§  1.295  Review  of  decision  finally  refusing  to  publish  a 
statutory  invention  registration. 

(a)  Any  requester  who  is  dissatisfied  with  the  final  refusal  to 
publish  a  statutory  invention  registration  for  reasons  other  than 
compliance  with  35  U.S.C.  112  may  obtain  review  of  the 
refusal  to  publish  the  statutory  invention  registration  by  filing 
a  petition  to  the  Director  accompanied  by  the  fee  set  forth  in  § 
1.17(g)  within  one  month  or  such  other  time  as  is  set  in  the 
decision  refusing  pubhcation.  Any  such  petition  should  comply 
with  the  requirements  of  §  1.181(b).  The  petition  may  include 
a  request  that  the  petition  fee  be  refunded  if  the  final  refusal  to 
publish  a  statutory  invention  registration  for  reasons  other  than 
compliance  with  35  U.S.C.  112  is  determined  to  result  from  an 
error  by  the  Patent  and  Trademark  Office. 

45.  Section  1.296  is  revised  to  read  as  follows: 

§  1.296  Withdrawal  of  request  for  publication  of  statutory 
invention  registration. 

A  request  for  a  statutory  invention  registration,  which  has 
been  filed,  may  be  withdrawn  prior  to  the  date  on  which  the 
notice  of  the  intent  to  publish  a  statutory  invention  registration 
issued  pursuant  to  §  1.294(c)  by  filing  a  request  to  withdraw 
the  request  for  publication  of  a  statutory  invention  registration. 
The  request  to  withdraw  may  also  include  a  request  for  a 
refund  of  any  amount  paid  in  excess  of  the  application  fifing 
fee  and  a  handling  fee  of  $130.00  which  will  be  retained.  Any 
request  to  withdraw  the  request  for  publication  of  a  statutory 
invention  registration  filed  on  or  after  the  date  on  which  the 
notice  of  intent  to  publish  issued  pursuant  to  §  1.294(c)  must 
be  in  the  form  of  a  petition  accompanied  by  the  fee  set  forth  in 
§  l-17(g). 

46.  Section  1.311  is  amended  by  revising  paragraph  (b)  to 
read  as  follows: 

§  1.311  Notice  of  allowance. 

(b)  An  authorization  to  charge  the  issue  fee  or  other  post- 
allowance  fees  set  forth  in  §  1 . 1 8  to  a  deposit  account  may  be 
filed  in  an  individual  application  only  after  mailing  of  the 
notice  of  allowance.  The  submission  of  either  of  the  following 
after  the  mailing  of  a  notice  of  allowance  will  operate  as  a 
request  to  charge  the  correct  issue  fee  or  any  publication  fee 
due  to  any  deposit  account  identified  in  a  previously  filed 
authorization  to  charge  such  fees: 

(1)  An  incorrect  issue  fee  or  publication  fee;  or 

(2)  A  fee  transmittal  form  (or  letter)  for  payment  of  issue  fee 
or  publication  fee. 

47.  Section  1.324  is  amended  by  revising  paragraph  (a)  and 
the  introductory  text  of  paragraph  (b)  to  read  as  follows: 

§  1.324  Correction  of  inventorship  in  patent,  pursuant  to  35 
U.S.C.  256. 

(a)  Whenever  through  error  a  person  is  named  in  an  issued 
patent  as  the  inventor,  or  through  error  an  inventor  is  not 
named  in  an  issued  patent  and  such  error  arose  without  any 
deceptive  intention  on  his  or  her  part,  the  Director,  pursuant  to 
35  U.S.C.  256,  may,  on  application  of  all  the  parties  and 
assignees,  or  on  order  of  a  court  before  which  such  matter  is 
called  in  question,  issue  a  certificate  naming  only  the  actual 
inventor  or  inventors.  A  request  to  correct  inventorship  of  a 
patent  involved  in  an  interference  must  comply  with  the 
requirements  of  this  section  and  must  be  accompanied  by  a 
motion  under  §  1.634. 

(b)  Any  request  to  correct  inventorship  of  a  patent  pursuant 
to  paragraph  (a)  of  this  section  must  be  accompanied  by: 

48.  Section  1.377  is  amended  by  revising  paragraph  (b)  to 
read  as  follows: 


§  1.377  Review  of  decision  refusing  to  accept  and  record 
payment  of  a  maintenance  fee  filed  prior  to  expiration  of 
patent. 


(b)  Any  petition  under  this  section  must  be  filed  within  2 
months  of  the  action  complained  of,  or  within  such  other  time 
as  may  be  set  in  the  action  complained  of,  and  must  be 
accompanied  by  the  fee  set  forth  in  §  1. 17(g).  The  petition  may 
include  a  request  that  the  petition  fee  be  refunded  if  the  refusal 
to  accept  and  record  the  maintenance  fee  is  determined  to 
result  from  an  error  by  the  Patent  and  Trademark  Office. 

49.  Section  1.378  is  amended  by  revising  paragraph  (e)  to 
read  as  follows: 

§  1.378  Acceptance  of  delayed  payment  of  maintenance  fee 
in  expired  patent  to  reinstate  patent. 

(e)  Reconsideration  of  a  decision  refusing  to  accept  a 
maintenance  fee  upon  petition  filed  pursuant  to  paragraph  (a) 
of  this  section  may  be  obtained  by  filing  a  petition  for 
reconsideration  within  two  months  of,  or  such  other  time  as  set 
in,  the  decision  refusing  to  accept  the  delayed  payment  of  the 
maintenance  fee.  Any  such  petition  for  reconsideration  must  be 
accompanied  by  the  petition  fee  set  forth  in  §  1.17(f).  After 
decision  on  the  petition  for  reconsideration,  no  further  recon- 
sideration or  review  of  the  matter  will  be  undertaken  by  the 
Director.  If  the  delayed  payment  of  the  maintenance  fee  is  not 
accepted,  the  maintenance  fee  and  the  surcharge  set  forth  in  § 
1 .20(i)  will  be  refunded  following  the  decision  on  the  petition 
for  reconsideration,  or  after  the  expiration  of  the  time  for  fifing 
such  a  petition  for  reconsideration,  if  none  is  filed.  Any  petition 
fee  under  this  section  will  not  be  refunded  unless  the  refusal  to 
accept  and  record  the  maintenance  fee  is  determined  to  result 
from  an  error  by  the  Patent  and  Trademark  Office. 

50.  Section  1.502  is  revised  to  read  as  follows: 

§  1.502  Processing  of  prior  art  citations  during  an  ex  parte 
reexamination  proceeding. 

Citations  by  the  patent  owner  under  §  1.555  and  by  an  ex 
parte  reexamination  requester  under  either  §  1.510  or  §  1.535 
will  be  entered  in  the  reexamination  file  during  a  reexamina- 
tion proceeding.  The  entry  in  the  patent  file  of  citations 
submitted  after  the  date  of  an  order  to  reexamine  pursuant  to  § 
1.525  by  persons  other  than  the  patent  owner,  or  an  ex  parte 
reexamination  requester  under  either  §  1.510  or  §  1.535,  will 
be  delayed  until  the  reexamination  proceeding  has  been 
terminated  by  the  issuance  and  publication  of  a  reexamination 
certificate.  See  §  1.902  for  processing  of  prior  art  citations  in 
patent  and  reexamination  files  during  an  inter  partes  reexami- 
nation proceeding  filed  under  §  1.913. 

51.  Section  1.530  is  amended  by  revising  paragraph  (k)  to 
read  as  follows: 

§  1.530  Statement  by  patent  owner  in  ex  parte  reexamina- 
tion; amendment  by  patent  owner  in  ex  parte  or  inter 
partes  reexamination;  inventorship  change  in  ex  parte  or 
inter  partes  reexamination. 

(k)  Amendments  not  effective  until  certificate.  Although  the 
Office  actions  will  treat  proposed  amendments  as  though  they 
have  been  entered,  the  proposed  amendments  will  not  be 
effective  until  the  reexamination  certificate  is  issued  and 
published. 

52.  Section  1.550  is  amended  by  revising  paragraphs  (c)  and 
(d)  to  read  as  follows: 

§  1.550  Conduct  of  ex  parte  reexamination  proceedings. 
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(c)  The  time  for  taking  any  action  by  a  patent  owner  in  an  ex 
parte  reexamination  proceeding  will  be  extended  only  for 
sufficient  cause  and  for  a  reasonable  time  specified.  Any 
request  for  such  extension  must  be  filed  on  or  before  the  day  on 
which  action  by  the  patent  owner  is  due,  but  in  no  case  will  the 
mere  filing  of  a  request  effect  any  extension.  Any  request  for 
such  extension  must  be  accompanied  by  the  petition  fee  set 
forth  in  §  1.17(g).  See  §  1.304(a)  for  extensions  of  time  for 
filing  a  notice  of  appeal  to  the  U.S.  Court  of  Appeals  for  the 
Federal  Circuit  or  for  commencing  a  civil  action. 

(d)  If  the  patent  owner  fails  to  file  a  timely  and  appropriate 
response  to  any  Office  action  or  any  written  statement  of  an 
interview  required  under  §  1.560(b),  the  prosecution  in  the  ex 
parte  reexamination  proceeding  will  be  concluded,  and  the 
Director  will  proceed  to  issue  and  publish  a  certificate  termi- 
nating the  reexamination  proceeding  under  §  1.570  in  accor- 
dance with  the  last  action  of  the  Office. 


53.  Section  1.570  is  amended  by  revising  its  heading  and 
paragraphs  (a),  (b)  and  (d)  to  read  as  follows: 

§  1.570  Issuance  and  publication  of  ex  parte  reexamination 
certificate  terminates  ex  parte  reexamination  proceeding. 

(a)  To  terminate  an  ex  parte  reexamination  proceeding,  the 
Director  will  issue  and  publish  an  ex  parte  reexamination 
certificate  in  accordance  with  35  U.S.C.  307  setting  forth  the 
results  of  the  ex  parte  reexamination  proceeding  and  the 
content  of  the  patent  following  the  ex  parte  reexamination 
proceeding. 

(b)  An  ex  parte  reexamination  certificate  will  be  issued  and 
published  in  each  patent  in  which  an  ex  parte  reexamination 
proceeding  has  been  ordered  under  §  1.525  and  has  not  been 
merged  with  any  inter  partes  reexamination  proceeding  pursu- 
ant to  §  1.989(a).  Any  statutory  disclaimer  filed  by  the  patent 
owner  will  be  made  part  of  the  ex  parte  reexamination 
certificate. 


(c)  Failure  to  file  the  copy  of  the  agreement  or  understanding 
under  paragraph  (a)  of  this  section  will  render  permanently 
unenforceable  such  agreement  or  understanding  and  any  patent 
of  the  parties  involved  in  the  interference  or  any  patent 
subsequently  issued  on  any  application  of  the  parties  so 
involved.  The  Director  may,  however,  upon  petition  accompa- 
nied by  the  fee  set  forth  in  §  1.17(f)  and  on  a  showing  of  good 
cause  for  failure  to  file  within  the  time  prescribed,  permit  the 
filing  of  the  agreement  or  understanding  during  the  six-month 
period  subsequent  to  the  termination  of  the  interference  as 
between  the  parties  to  the  agreement  or  understanding. 

56.  Section  1.704  is  amended  by  revising  paragraph  (d)  to 
read  as  follows. 

§  1.704  Reduction  of  period  of  adjustment  of  patent  term. 

(d)  A  paper  containing  only  an  information  disclosure 
statement  in  compliance  with  §  1.97  and  1.98  will  not  be 
considered  a  failure  to  engage  in  reasonable  efforts  to  conclude 
prosecution  (processing  or  examination)  of  the  application 
under  paragraphs  (c)(6),  (c)(8),  (c)(9),  or  (c)(10)  of  this  section 
if  it  is  accompanied  by  a  statement  that  each  item  of  informa- 
tion contained  in  the  information  disclosure  statement  was  first 
cited  in  any  communication  from  a  foreign  patent  office  in  a 
counterpart  appUcation  and  that  this  communication  was  not 
received  by  any  individual  designated  in  §  1.56(c)  more  than 
thirty  days  prior  to  the  filing  of  the  information  disclosure 
statement.  This  thirty-day  period  is  not  extendable. 

57.  Section  1.705  is  amended  by  revising  paragraph  (d)  to 
read  as  follows: 

§  1.705  Patent  term  adjustment  determination. 


(d)  If  an  ex  parte  reexamination  certificate  has  been  issued 
and  published  which  cancels  all  of  the  claims  of  the  patent,  no 
further  Ofl&ce  proceedings  will  be  conducted  with  that  patent  or 
any  reissue  applications  or  any  reexamination  requests  relating 
thereto. 


:{c    if:    :^    :f:    rf: 


54.  Section  1.644  is  amended  by  revising  paragraphs  (e)  and 
(f)  to  read  as  follows: 

§  1.644  Petitions  in  interferences. 

:{:    :4^    :^    :f:    :^ 

(e)  Any  petition  under  paragraph  (a)  of  this  section  shall  be 
accompanied  by  the  petition  fee  set  forth  in  §  1.17(f). 

(f)  Any  request  for  reconsideration  of  a  decision  by  the 
Director  shall  be  filed  within  14  days  of  the  decision  of  the 
Director  and  must  be  accompanied  by  the  fee  set  forth  in  § 
1.17(f).  No  opposition  to  a  request  for  reconsideration  shall  be 
filed  unless  requested  by  the  Director.  The  decision  will  not 
ordinarily  be  modified  unless  such  an  opposition  has  been 
requested  by  the  Director. 

:{c    :(:    :fc    :!:    :fc 


55.  Section  1.666  is  amended  by  revising  paragraphs  (b)  and 
(c)  to  read  as  follows: 

§  1.666  Filing  of  interference  settlement  agreements. 

:<:     :^;     :*«     :jc     :(c 


(b)  If  any  party  filing  the  agreement  or  understanding  under 
paragraph  (a)  of  this  section  so  requests,  the  copy  will  be  kept 
separate  from  the  file  of  the  interference,  and  made  available 
only  to  Government  agencies  on  written  request,  or  to  any 
person  upon  petition  accompanied  by  the  fee  set  forth  in  § 
1.17(f)  and  on  a  showing  of  good  cause. 


(d)  If  there  is  a  revision  to  the  patent  term  adjustment 
indicated  in  the  notice  of  allowance,  the  patent  will  indicate  the 
revised  patent  term  adjustment.  If  the  patent  indicates  a  revised 
patent  term  adjustment,  any  request  for  reconsideration  of  the 
patent  term  adjustment  indicated  in  the  patent  must  be  filed 
within  thirty  days  of  the  date  the  patent  issued  and  must 
comply  with  the  requirements  of  paragraphs  (b)(1)  and  (b)(2) 
of  this  section.  Any  request  for  reconsideration  under  this 
section  that  raises  issues  that  were  raised,  or  could  have  been 
raised,  in  an  application  for  patent  term  adjustment  under 
paragraph  (b)  of  this  section  may  be  dismissed  as  untimely. 

58.  Section  1.741  is  amended  by  revising  paragraph  (b)  to 
read  as  follows: 

§  1.741  Complete  application  given  a  filing  date;  petition 
procedure. 

(b)  If  an  application  for  extension  of  patent  term  is  incom- 
plete under  this  section,  the  OflBce  will  so  notify  the  applicant. 
If  applicant  requests  review  of  a  notice  that  an  application  is 
incomplete,  or  review  of  the  filing  date  accorded  an  application 
under  this  section,  applicant  must  file  a  petition  pursuant  to  this 
paragraph  accompanied  by  the  fee  set  forth  in  §  1.17(f)  within 
two  months  of  the  mail  date  of  the  notice  that  the  application 
is  incomplete,  or  the  notice  according  the  filing  date  com- 
plained of.  Unless  the  notice  indicates  otherwise,  this  time 
period  may  be  extended  under  the  provisions  of  §  1.136. 

59.  Section  1.902  is  revised  to  read  as  follows: 

§  1,902  Processing  of  prior  art  citations  during  an  inter 
partes  reexamination  proceeding. 

Citations  by  the  patent  owner  in  accordance  with  §  1.933 
and  by  an  inter  partes  reexamination  third  party  requester 
under  §  1.915  or  §  1.948  will  be  entered  in  the  inter  partes 
reexamination  file.  The  entry  in  the  patent  file  of  other  citations 
submitted  after  the  date  of  an  order  for  reexamination  pursuant 
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to  §  1.931  by  persons  other  than  the  patent  owner,  or  the  third 
party  requester  under  either  §  1.915  or  §  1.948,  will  be  delayed 
until  the  inter  partes  reexamination  proceeding  has  been 
terminated  by  the  issuance  and  publication  of  a  reexamination 
certificate.  See  §  1.502  for  processing  of  prior  art  citations  in 
patent  and  reexamination  files  during  an  ex  parte  reexamina- 
tion proceeding  filed  under  §  1.510. 

60.  Section  1.953  is  amended  by  revising  paragraph  (c)  to 
read  as  follows: 

§  1.953  Examiner's  Right  of  Appeal  Notice  in  inter  partes 
reexamination. 


(c)  The  Right  of  Appeal  Notice  shall  be  a  final  action,  which 
comprises  a  final  rejection  setting  forth  each  ground  of 
rejection  and/  or  final  decision  favorable  to  patentabiUty 
including  each  determination  not  to  make  a  proposed  rejection, 
an  identification  of  the  status  of  each  claim,  and  the  reasons  for 
decisions  favorable  to  patentability  and/or  the  grounds  of 
rejection  for  each  claim.  No  amendment  can  be  made  in 
response  to  the  Right  of  Appeal  Notice.  The  Right  of  Appeal 
Notice  shall  set  a  one-month  time  period  for  either  party  to 
appeal.  If  no  notice  of  appeal  is  filed,  prosecution  in  the  inter 
partes  reexamination  proceeding  will  be  concluded,  and  the 
Director  will  proceed  to  issue  and  publish  a  certificate  under  § 
1 .997  in  accordance  with  the  Right  of  Appeal  Notice. 

61.  The  subheading  immediately  preceding  §  1.956  is 
revised  to  read  as  follows: 

EXTENSIONS  OF  TIME,  CONCLUDING  OF  REEX- 
AMINATION PROSECUTION,  AND  PETITIONS  TO 
REVIVE  IN  INTER  PARTES  REEXAMINATION 

62.  Section  1.956  is  revised  to  read  as  follows: 

§  1.956  Patent  owner  extensions  of  time  in  inter  partes 
reexamination. 

The  time  for  taking  any  action  by  a  patent  owner  in  an  inter 
partes  reexamination  proceeding  will  be  extended  only  for 
sufficient  cause  and  for  a  reasonable  time  specified.  Any 
request  for  such  extension  must  be  filed  on  or  before  the  day  on 
which  action  by  the  patent  owner  is  due,  but  in  no  case  will  the 
mere  filing  of  a  request  effect  any  extension.  Any  request  for 
such  extension  must  be  accompanied  by  the  petition  fee  set 
forth  in  §  1.17(g).  See  §  1.304(a)  for  extensions  of  time  for 
filing  a  notice  of  appeal  to  the  U.S.  Court  of  Appeals  for  the 
Federal  Circuit. 

63.  Section  1.957  is  amended  by  revising  paragraph  (b)  to 
read  as  follows: 

§  1.957  Failure  to  file  a  timely,  appropriate  or  complete 
response  or  comment  in  inter  partes  reexamination. 


§  1.979  Action  following  decision  by  the  Board  of  Patent 
Appeals  and  Interferences  or  dismissal  of  appeal  in  inter 
partes  reexamination. 


:(:**** 


(f)  An  appeal  by  a  third  party  requester  is  considered 
terminated  by  the  dismissal  of  the  third  party  requester's 
appeal,  the  failure  of  the  third  party  requester  to  timely  request 
rehearing  under  §  1.979(a)  or  (c),  or  a  final  decision  under  § 
1.979(e).  The  date  of  such  termination  is  the  date  on  which  the 
appeal  is  dismissed,  thedate  on  which  the  time  for  rehearing 
expires,  or  the  date  on  which  the  decision  of  the  Board  of 
Patent  Appeals  and  Interferences  is  final.  An  appeal  by  the 
patent  owner  is  considered  terminated  by  the  dismissal  of  the 
patent  owner's  appeal,  the  failure  of  the  patent  owner  to  timely 
request  rehearing  under  §  1.979(a)  or  (c),  or  the  failure  of  the 
patent  owner  to  timely  file  an  appeal  to  the  U.S.  Court  of 
Appeals  for  the  Federal  Circuit  under  §  1.983.  The  date  of  such 
termination  is  the  date  on  which  the  appeal  is  dismissed,  the 
date  on  which  the  time  for  rehearing  expires,  or  the  date  on 
which  the  time  for  the  patent  owner's  appeal  to  the  U.S.  Court 
of  Appeals  for  the  Federal  Circuit  expires.  If  an  appeal  to  the 
U.S.  Court  of  Appeals  for  the  Federal  Circuit  has  been  filed, 
the  patent  owner's  appeal  is  considered  terminated  when  the 
mandate  is  issued  by  the  Court.  Upon  termination  of  an  appeal, 
if  no  other  appeal  is  present,  the  prosecution  in  the  reexami- 
nation proceeding  will  be  concluded  and  the  Director  will  issue 
and  publish  a  certificate  under  §  1.997  terminating  the  reex- 
amination proceeding. 

66.  Section  1.997  is  amended  by  revising  its  heading  and 
paragraphs  (a),  (b),  and  (d)  to  read  as  follows: 

§  1.997  Issuance  and  publication  of  inter  partes  reexami- 
nation certificate  terminates  inter  partes  reexamination 
proceeding. 

(a)  To  terminate  an  inter  partes  reexamination  proceeding, 
the  Director  will  issue  and  publish  an  inter  partes  reexamina- 
tion certificate  in  accordance  with  35  U.S.C.  316  setting  forth 
the  results  of  the  inter  partes  reexamination  proceeding  and  the 
content  of  the  patent  following  the  inter  partes  reexamination 
proceeding. 

(b)  A  certificate  will  be  issued  and  published  in  each  patent 
in  which  an  inter  partes  reexamination  proceeding  has  been 
ordered  under  §  1.931.  Any  statutory  disclaimer  filed  by  the 
patent  owner  will  be  made  part  of  the  certificate. 

(d)  If  a  certificate  has  been  issued  and  published  which 
cancels  all  of  the  claims  of  the  patent,  no  further  Office 
proceedings  will  be  conducted  with  that  patent  or  any  reissue 
applications  or  any  reexamination  requests  relating  thereto. 


(b)  If  no  claims  are  found  patentable,  and  the  patent  owner 
fails  to  file  a  timely  and  appropriate  response  in  an  inter  partes 
reexamination  proceeding,  the  prosecution  in  the  reexamina- 
tion proceeding  will  be  concluded  and  the  Director  will 
proceed  to  issue  and  publish  a  certificate  terminating  the 
reexamination  proceeding  under  §  1.997  in  accordance  with 
the  last  action  of  the  Office. 


64.  Section  1.958  is  amended  by  revising  its  heading  to  read 
as  follows: 

§  1.958  Petition  to  revive  inter  partes  reexamination  pros- 
ecution concluded  for  lack  of  patent  owner  response. 

/f:    :J:    ^    :^    :(; 


65.  Section  1.979  is  amended  by  revising  paragraph  (f)  to 
read  as  follows: 


PART  5— SECRECY  OF  CERTAIN  INVENTIONS  AND 
LICENSES  TO  EXPORT  AND  FILE  APPLICATIONS  IN 
FOREIGN  COUNTRIES 

67.  The  authority  citation  for  37  CFR  part  5  continues  to 
read  as  follows: 

Authority:  35  U.S.C.  2(b)(2),  41,  181-188,  as  amended  by 
the  Patent  Law  Foreign  Filing  Amendments  Act  of  1988,  Pub. 
L.  100-418,  102  Stat.  1567;  the  Arms  Export  Control  Act,  as 
amended,  22  U.S.C.  2751  et  seq.\  the  Atomic  Energy  Act  of 
1954,  as  amended,  42  U.S.C.  2011  et  seq.\  the  Nuclear 
Non-Proliferation  Act  of  1978,  22  U.S.C.  3201  et  seq.\  and  the 
delegations  in  the  regulations  under  these  Acts  to  the  Director 
(15  CFR  370.10(j),  22  CFR  125.04,  and  10  CFR  810.7). 

68.  Section  5.12  is  amended  by  revising  paragraph  (b)  to 
read  as  follows: 

§  5.12  Petition  for  license. 
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(b)  A  petition  for  license  must  include  the  fee  set  forth  in  § 
1.17(g)  of  this  chapter,  the  petitioner's  address,  and  full 
instructions  for  delivery  of  the  requested  license  when  it  is  to 
be  dehvered  to  other  than  the  petitioner.  The  petition  should  be 
presented  in  letter  form. 

69.  Section  5.15  is  amended  by  revising  paragraph  (c)  to 
read  as  follows: 

§  5.15  Scope  of  license. 

•T"  "t*  'F  T*  T* 

(c)  A  license  granted  under  §  5.12(b)  pursuant  to  §  5.13  or 
§  5.14  shall  have  the  scope  indicated  in  paragraph  (a)  of  this 
section,  if  it  is  so  specified  in  the  license.  A  petition,  accom- 
panied by  the  required  fee  (§  1.17(g)),  may  also  be  filed  to 
change  a  hcense  having  the  scope  indicated  in  paragraph  (b)  of 
this  section  to  a  license  having  the  scope  indicated  in  para- 
graph (a)  of  this  section.  No  such  petition  will  be  granted  if  the 
copy  of  the  material  filed  pursuant  to  §  5. 13  or  any  correspond- 
ing United  States  application  was  required  to  be  made  avail- 
able for  inspection  under  35  U.S.C.  181.  The  change  in  the 
scope  of  a  license  will  be  effective  as  of  the  date  of  the  grant 
of  the  petition. 

:(:     :fc     ^    :^    :^ 

70.  Section  5.25  is  amended  by  revising  paragraph  (a)(4)  to 
read  as  follows: 

§  5.25  Petition  for  retroactive  license. 

/O  I      "f*      •?*      'K 

(4)  The  required  fee  (see  §  1.17(g)).  The  explanation  in 
paragraph  (a)(3)(iii)  must  include  a  showing  of  facts  rather 
than  a  mere  allegation  of  action  through  error  and  without 
deceptive  intent.  The  showing  of  facts  as  to  the  nature  of  the 
error  should  include  statements  by  those  persons  having 
personal  knowledge  of  the  acts  regarding  filing  in  a  foreign 
country  and  should  be  accompanied  by  copies  of  any  necessary 
supporting  documents  such  as  letters  of  transmittal  or  instruc- 
tions for  filing.  The  acts  which  are  alleged  to  constitute  error 
without  deceptive  intent  should  cover  the  period  leading  up  to 
and  including  each  of  the  proscribed  foreign  fiUngs. 


:t:    ^    ^    ^    ^ 
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Request  for  Comments  on  the 

Study  of  the  Changes  Needed  to  Implement  a 

Unity  of  Invention  Standard  in  the  United  States 

AGENCY:  United  States  Patent  and  Trademark  Office,  Com- 
merce. 

ACTION:  Notice;  request  for  comments. 

SUMMARY:  The  United  States  Patent  and  Trademark  Office 
(USPTO)  has  established  a  21st  Century  Strategic  Plan  to 
transform  the  USPTO  into  a  quality-focused,  highly  produc- 
tive, responsive  organization  supporting  a  market-driven  intel- 
lectual property  system.  As  part  of  this  plan,  the  USPTO  will 
conduct  a  study  of  the  changes  needed  to  implement  a  Patent 
Cooperation  Treaty  (PCT)  style  Unity  of  Invention  standard  in 
the  United  States.  Prior  to  starting  a  detailed  study,  the  USPTO 
is  seeking  pubhc  comment  on  a  number  of  issues  to  help  guide 
the  scope  and  content  of  a  study  on  the  adoption  of  a  Unity  of 
Invention  standard  in  the  United  States. 


Comment  Deadline  Date:  To  be  ensured  of  consideration, 
written  comments  must  be  received  on  or  before  July  21,  2003. 
No  public  hearing  will  be  held  at  this  stage  of  the  study. 

ADDRESSES:  Comments  should  be  sent  by  electronic  mail 
message  over  the  Internet  addressed  to: 
unity.comments@uspto.gov .  Comments  may  also  be  submitted 
by  mail  addressed  to:  Mail  Stop  Comments — Patents,  Com- 
missioner for  Patents,  PO  Box  1450,  Alexandria,  VA  22313- 
1450;  or  by  facsimile  to  (703)  872-9411,  marked  to  the 
attention  of  Robert  Clarke.  Although  comments  may  be 
submitted  by  mail  or  facsimile,  the  USPTO  prefers  to  receive 
comments  via  the  Internet.  If  comments  are  submitted  by  mail, 
the  USPTO  would  prefer  that  the  comments  be  submitted  on  a 
DOS  formatted  3  1/2  inch  disk  accompanied  by  a  paper  copy. 
The  comments  will  be  available  for  public  inspection  at  the 
Office  of  Patent  Legal  Administration,  Office  of  the  Deputy 
Commissioner  for  Patent  Examination  Policy,  located  at  Room 
3D65  of  Crystal  Plaza  3/4,  2201  South  Clark  Place,  Arlington, 
Virginia,  22202,  and  will  be  available  through  anonymous  file 
transfer  protocol  (ftp)  via  the  Internet  (address:  http://ww- 
w.uspto.gov).  Since  comments  will  be  made  available  for 
public  inspection,  information  that  is  not  desired  to  be  made 
pubUc,  such  as  an  address  or  phone  number,  should  not  be 
included  in  the  comments. 

FOR  FURTHER  INFORMATION  CONTACT:  Robert  A. 
Clarke  directly  by  phone  at  (703)  305-9177,  by  e-mail  at 
robert.clarke@uspto.gov,  by  facsimile  to  (703)  305-1013, 
marked  to  the  attention  of  Robert  A.  Clarke,  or  by  mail 
addressed  to:  Mail  Stop  Comments — Patents,  Commissioner 
for  Patents,  PO  Box  1450,  Alexandria,  VA  22313-1450. 

SUPPLEMENTARY  INFORMATION:  The  Unity  of  Inven- 
tion standard  (in  PCT  applications)  and  United  States  restric- 
tion practice  (in  United  States  applications)  are  mechanisms  by 
which  the  USPTO  determines  whether  patent  applicants  are 
entitled  to  examination  of  all  of  the  claims  in  an  application  by 
determining  whether  the  claims  are  directed  to  a  single 
invention,  or  to  multiple  inventions  that  are  capable  of  sup- 
porting separate  patents. 

The  Unity  of  Invention  standard  is  a  component  of  many 
foreign  patent  laws  and  is  also  used  in  international  search  and 
preliminary  examination  proceedings  conducted  pursuant  to 
the  PCT. 

United  States  restriction  practice  is  based  on  35  U.S.C.  121, 
which  provides  that:  "[i]f  two  or  more  independent  and  distinct 
inventions  are  claimed  in  one  application,  the  Director  may 
require  the  application  to  be  restricted  to  one  of  the  inven- 
tions." This  allows  examiners  to  limit  applicants  to  one  set  of 
patentably  indistinct  inventions  per  application.  The  USPTO 
may  "restrict"  the  application  to  one  set  of  patentably  indistinct 
inventions:  (1)  If  the  apphcation  includes  multiple  independent 
and  patentably  distinct  sets  of  inventions,  and  (2)  if  there  is  an 
undue  burden  to  examine  more  than  one  invention  in  the  same 
application.  Restriction  practice  was  designed  to  balance  the 
interest  of  granting  an  applicant  reasonable  breadth  of  protec- 
tion in  a  single  patent  against  the  burden  on  the  USPTO  of 
examining  multiple  inventions  in  a  single  application. 

Current  USPTO  policy  allows  for  restriction  between  related 
inventions  as  well  as  between  independent  inventions.  How- 
ever, if  the  USPTO  adopts  a  Unity  of  Invention  standard, 
restriction  would,  as  a  general  rule,  no  longer  be  permitted 
between  certain  related  inventions  that  currently  may  be 
restricted  under  United  States  restriction  practice.  Some  ex- 
amples of  related  inventions  that  are  often  filed  together  and 
typically  can  be  restricted  under  current  United  States  practice 
before  a  prior  art  search  is  conducted,  but  do  not  lack  unity 
under  the  Unity  of  Invention  standard,  include:  (1)  A  process, 
and  the  apparatus  for  carrying  out  the  process;  (2)  a  process  for 
making  a  product,  and  the  product  made;  (3)  an  apparatus,  and 
the  product  made  by  the  apparatus;  (4)  a  product,  and  the 
process  of  using  the  product. 

A  lack  of  Unity  of  Invention  is  different  from  restriction 
practice  in  some  major  aspects.  Unity  of  Invention  is  practiced, 
with  slight  variations,  in  PCT  applications  and  in  applications 
examined  by  the  European  Patent  Office  (EPO)  and  the  Japan 
Patent  Office  (JPO).  The  primary  consideration  for  establishing 
Unity  of  Invention  is  that  the  claims  are  entitled  to  be 
examined  in  a  single  application  if  the  claims  are  so  linked 
together  as  to  form  a  single  general  inventive  concept,  pre- 
mised on  the  concept  of  a  common  feature  (referred  to  as  a 
"special  technical  feature"  in  the  context  of  PCT  Rule  13)  that 
can  be  present  in  multiple  inventions  within  a  single  applica- 
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tion.  As  long  as  the  same  or  corresponding  common  feature  is 
found  in  each  claim  and  that  common  feature  makes  a 
contribution  over  the  prior  art,  the  claims  comply  with  the 
requirement  for  Unity  of  Invention.  If  the  inventions  lack  a 
common  feature  that  makes  a  contribution  over  the  prior  art, 
then  a  holding  of  lack  of  Unity  of  Invention  would  be  proper. 
The  determination  of  whether  an  invention  makes  a  contribu- 
tion over  the  prior  art  can  effectively  be  done  only  after  a  prior 
art  search  for  the  common  feature  has  been  performed. 

Adoption  of  any  of  the  various  styles  of  Unity  of  Invention 
practice  will  likely  have  significant  impacts  on  current  USPTO 
examination  practices  and  organization.  The  degree  of  the 
impacts  will  depend  upon  the  particulars  of  how  the  Unity  of 
Invention  standard  is  implemented.  A  complete  study  will  need 
to  consider,  ata  minimum,  the  impacts  and  changes  to:  quality, 
pendency,  workload,  revenue,  fees,  patent  term  adjustment, 
examination  resources,  organizational  structure  of  the  Patent 
Examining  Corps,  and  the  United  States  patent  classification 
system. 

Issues  for  Comment 

Issue  1:  Unity  of  Invention  as  practiced  in  the  EPO  is 
interlinked  to  EPC-style  claim  drafting  and  EPO  claim  treat- 
ment practice,  including  certain  limitations  on  claiming  that 
are  not  present  in  current  United  States  patent  practice.  For 
example,  the  EPO  (under  EPC  rule  29(2))  usually  allows  only 
one  independent  claim  per  category  of  invention  (category  of 
invention  is  that  of  product,  process  or  apparatus  of  use),  and 
emphasizes  the  search  and  examination  of  independent  claims. 
In  contrast,  the  USPTO  searches  and  examines  every  claim, 
independent  and  dependent,  and  every  limitation  of  every 
claim.  In  addition,  EPC-  style  claim  drafting  is  generally 
termed  "central  claiming".  In  central  claiming,  the  inventive 
concept  is  essentially  claimed  in  the  independent  claim.  If  the 
independent  claim  is  found  allowable,  the  EPO  examination 
will  not  be  unduly  concerned  with  respect  to  the  dependent 
claims,  according  to  EPO  Guidehnes,  C-III,  3.6. 

Should  the  USPTO  study  ways  to  adopt  EPO  claim  treat- 
ment practice,  including  normally  allowing  only  one  indepen- 
dent claim  per  category  of  invention,  when  considering  ways 
to  adopt  a  Unity  of  Invention  standard,  and  why? 

Should  the  USPTO  emphasize  the  examination  of  indepen- 
dent claims  and  modifying  the  examination  of  dependent 
claims  in  the  same  fashion  as  the  EPO? 

If  so,  would  there  be  any  reason  to  consider  changes  to  the 
presumption  of  validity  under  35  U.S.C.  282  of  those  depen- 
dent claims? 

Issue  2:  In  United  States  restriction  practice,  the  applicant 
can  file  a  subsequent  application  that  is  directed  to  an  invention 
that  was  divided  out  of  the  parent  application.  These  are  called 
Divisional  applications.  Divisional  applications  are  typically 
subsequently  filed  and  are  not  normally  examined  concurrently 
with  the  parent  application.  Divisional  applications  retain  the 
benefit  of  the  filing  date  of  the  original  application  if  the 
conditions  set  forth  in  35  U.S.C.  120  are  met.  This  allows  an 
applicant  to  continue  to  pursue  protection  for  the  inventions 
subject  to  restriction  that  were  in  the  original  application 
without  being  afi'ected  by  double  patenting.  All  member  states 
of  the  Paris  Convention  for  the  Protection  of  Industrial 
Property  (1967)  (including  Japan  and  all  EPC  member  states), 
as  well  as  the  EPO,  also  provide  for  the  filing  of  Divisional 
applications.  However,  the  PCT  does  not  yet  provide  for  the 
filing  of  Divisional  international  applications.  Consequently, 
the  PCT  rules  provide  for  applicant  to  pay  for  the  search  and 
examination  of  additional  inventions  that  "lack  unity"  in  a 
single  international  application.  Adoption  of  a  Unity  of  Inven- 
tion standard  could,  in  some  instances,  require  examining  more 
inventions  during  the  examination  of  a  single  application  than 
occurs  presently,  thereby  possibly  causing  delay  in  the  exami- 
nation of  other  applications  if  examination  resources  are 
limited.  This  could  increase  the  USPTO' s  average  patent 
pendency  time. 

If  the  USPTO  adopts  a  Unity  of  Invention  standard,  should 
the  USPTO  provide  applicants  the  option  of  a  PCT-style  Unity 
of  Invention  practice  to  pay  for  additional  inventions  that  lack 
Unity  of  Invention  in  the  same  appUcation? 

If  so,  should  the  USPTO  consider  any  changes  to  patent 
term  adjustment  under  35  U.S.C.  154(b)  for  applications  which 
have  more  inventions  examined  in  a  single  application  under  a 
Unity  of  Invention  standard  than  are  permitted  under  current 
practice? 


In  view  of  the  fact  that  examining  multiple  inventions  in  a 
single  application  could  cause  examination  delay  in  other 
applications,  what  other  revisions  to  patent  term  adjustment 
provisions  under  35  U.S.C.  154(b)  should  be  considered  by  the 
USPTO,  or  should  the  USPTO  also  consider  revising  the  order 
that  cases  are  taken  up  for  examination? 

Issue  3:  Under  the  PCT,  examination  proceeds  on  the  basis 
of  the  first  claimed  invention  if  applicant  does  not  pay  for 
additional  inventions  that  lack  unity. 

Should  the  USPTO  adopt,  for  national  applications,  the 
practice  currently  used  under  the  PCT  of  examining  the  first 
claimed  invention  where  there  is  a  holding  of  lack  of  Unity  of 
Invention? 

Optionally,  where  Unity  of  Invention  is  lacking:  (1)  Should 
the  USPTO  examine  the  first  claimed  product,  or  the  first 
claimed  invention  if  there  are  no  product  claims;  or  (2)  should 
applicant  be  given  the  opportunity  to  elect  an  invention  to  be 
examined? 

Issue  4:  A  determination  of  lack  of  Unity  of  Invention  is 
predicated  on  assessing  whether  a  common  feature  (referred  to 
as  a  "special  technical  feature"  in  the  context  of  PCT  Rule  13) 
defines  a  contribution  over  the  prior  art.  Certain  PCT  member 
states  assess  this  requirement  only  with  respect  to  patentable 
advances  over  prior  art.  However,  issues  of  lack  of  support, 
enablement,  clarity,  or  conciseness,  generally  resulting  from 
excessive  breadth  of  claims  or  excessive  numbers  of  claims, 
may  occur  that  render  examination  unduly  burdensome.  In 
such  circumstances,  some  International  Authorities  will  make 
a  "partial  search"  declaration  to  limit  the  extent  of  search  and 
examination.  The  USPTO  does  not  follow  this  practice.  On  the 
other  hand,  it  may  be  viewed  that  if  the  common  feature  or 
"special  technical  feature"  is  not  adequately  supported  by  the 
disclosure  or  lacks  utility  ("industrial  applicability"  in  the  PCT 
context),  the  special  technical  feature  does  not  make  a  contri- 
bution over  the  prior  art. 

When  adopting  the  Unity  of  Invention  standard,  should  the 
USPTO  follow  the  practice  of  performing  only  a  "partial 
search"  if  the  examination  of  the  entire  scope  of  the  claims  is 
unduly  burdensome  due  to  non-prior  art  issues? 

Alternatively,  should  the  USPTO  assess  adequacy  of  the 
disclosure  and  industrial  applicability  in  addition  to  the  prior 
art  when  determining  whether  the  claims'  common  feature 
makes  a  contribution  over  the  prior  art? 

Issue  5:  The  USPTO' s  21st  Century  Strategic  Plan  is 
predicated  on  a  certain  level  of  revenue  to  provide  the 
resources  needed  to  meet  quality  and  timeliness  goals.  The 
Plan  currently  does  not  account  for  any  additional  resource 
requirements,  and  any  corresponding  revenue  shortfalls,  that 
may  result  from  adopting  a  Unity  of  Invention  standard. 
Statutory  fees  under  35  U.S.C.  41(a)  and  (b),  in  the  aggregate, 
are  set  to  cover  USPTO  operating  costs.  If  the  average  cost  of 
processing  patent  applications  goes  up,  the  USPTO  will  need 
to  increase  fees.  Assuming  that  there  will  be  extra  costs  of 
examination  under  Unity  of  Invention,  possible  increases 
would  be:  (1)  All  filing  fees;  (2)  all  filing  fees  and  an  additional 
fee  for  examination  of  claims  that  lack  Unity  of  Invention  with 
an  elected  invention;  (3)  increased  issue  and/or  maintenance 
fees  of  all  applications;  (4)  increased  issue  and/or  maintenance 
fees  for  applications  paying  the  additional  invention  fee;  or  (5) 
a  combination  of  two  or  more  of  (1)  through  (4)  above. 

'Which  of  the  above  approaches  should  the  USPTO  propose 
in  regard  to  any  fee  increases? 

Issue  6:  Adopting  a  Unity  of  Invention  standard  would 
impact  the  number  of  inventions  that  would  be  examined  in  a 
single  application,  and  require  examining  multiple  inventions 
that  cross  multiple  disciplines  in  a  single  application.  Due  to 
the  current  level  of  technical  speciahzation  in  the  Patent 
Examination  Corps,  the  USPTO  will  have  to  consider  the 
impact  any  change  would  have  on  the  ability  of  the  USPTO  to 
maintain  high  quality  examination. 

How  should  work  be  assigned  to  ensure  that  examination 
quahty  would  not  sufi'er  if  examiners  have  to  examine  muhiple 
inventions  from  dififerent  disciplines  in  a  single  application? 

Should  the  USPTO  consider:  (1)  Using  team  examination, 
similar  to  the  EPO  where  applications  are  examined  using 
three-person  teams  called  "examination  divisions"  (2)  extend- 
ing the  use  of  patentabihty  report  procedures  provided  for  in 
section  705  of  the  Manual  of  Patent  Examining  Procedure  (8th 


March  2,  2004 


U.S.  PATENT  AND  TRADEMARK  OFFICE 


1280  OG  405 
(150) 


ed.  2001)  (Rev.  1,  Feb.  2003);  (3)  maintaining  the  current 
process  of  a  single  examiner  on  an  application;  or  (4)  using 
some  other  option  of  how  work  is  performed  by  examiners? 

Issue  7:  One  way  of  adopting  aspects  of  Unity  of  Invention 
without  making  any  statutory  changes  would  be  for  the 
USPTO  to  use  its  authority  under  the  continued  examination 
provisions  of  35  U.S.C.  132(b)  (authorizes  request  for  contin- 
ued examination  or  RCE  practice)  to  permit  applicants  to  pay 
an  RCE  fee  and  submit  or  rejoin  claims  to  additional  inven- 
tions after  prosecution  has  been  closed  on  a  first  invention,  so 
long  as  the  claims  presented  with  the  RCE  fee  either  depend 
from  or  otherwise  include  the  features  of  the  allowed  claims 
which  make  a  contribution  over  the  prior  art.  In  this  option, 
most  applications  will  continue  to  be  examined  under  the 
USPTO' s  current  restriction  practice.  Under  any  new  provi- 
sions to  implement  this  option,  when  a  claim  is  determined  to 
be  allowable,  the  applicant  would  be  entitled  to  request 
continued  examination  under  the  Unity  of  Invention  standard. 
The  required  submission  would  be  additional  claims  that  either 
depend  from  or  otherwise  include  the  features  of  the  earlier- 
examined  claims  that  are  in  condition  for  allowance  (if  such 
additional  claims  were  not  previously  pending  in  the  applica- 
tion). 

Should  the  USPTO  consider  this  option? 

Should  this  option  be  available  only  to  applicants  whose 
applications  are  published? 

If  so,  how  should  the  new  RCE  fee  be  set  relative  to  the 
current  fee  structure? 

Issue  8:  As  a  second  example  of  adopting  aspects  of  Unity 
of  Invention  without  making  any  statutory  changes,  the 
USPTO  could  use  its  authority  under  continued  examination  to 
permit  requests  that  the  USPTO  continue  examination  of 
claims  which  were  withdrawn  from  consideration.  This  option 
would  require  applicants  to  make  a  decision  to  request  contin- 
ued examination  rather  than  file  a  divisional  application,  to  pay 
a  fee  for  the  treatment  of  one  additional  invention,  and  to 
present  claims  drawn  only  to  that  additional  invention.  This 
option  would  be  available  in  addition  to  the  continuing  option 
of  filing  a  divisional  application. 

Should  the  USPTO  consider  this  option? 

If  so,  how  should  the  loss  in  issue  and  maintenance  fee 
collections  be  offset  relative  to  the  current  structure? 

Issue  9:  In  view  of  the  previous  questions  and  the  range  of 
issues  and  options,  should  the  USPTO  consider:  (1)  Seeking  a 
change  to  35  U.S.C.  121  to  adopt  a  Unity  of  Invention  standard 
(and  if  so,  what  would  such  statutory  change  be,  including 
whether  such  a  statute  would  provide  for  applicants  to  pay  for 
additional  inventions  that  lack  Unity  of  Invention  to  be 
examined  in  the  same  apphcation);  (2)  maintaining  the  current 
restriction  practice  in  the  USPTO;  and/or  (3)  modifying  the 
USPTO  rules  and  procedures  to  adopt  aspects  of  Unity  of 
Invention  practice  without  making  any  statutory  changes  (if  so, 
in  what  manner  should  rule  changes  be  made)? 

Issue  10:  Do  you  have  other  solutions  to  offer  which  are  not 
addressed  in  this  notice? 


May  9,  2003 


JAMES  E.  ROGAN 

Under  Secretary  of  Commerce  for 

Intellectual  Property  and,  Director  of 

the  United  States  Patent  and 

Trademark  Office 

[1271  OG  98] 


(150)  DEPARTMENT  OF  COMMERCE 

United  States  Patent  and  Trademark  Office 
37  CFR  Part  1 
RIN  0651-AA98 

Changes  to  Implement  the  Patent  Business  Goals 

AGENCY:  United  States  Patent  and  Trademark  Office,  Com- 
merce. 

ACTION:  Final  rule;  correction. 


SUMMARY:  The  United  States  Patent  and  Trademark  Office 
(Office)  published  a  final  rule  in  the  Federal  Register  of 
September  8,  2000,  revising  the  rules  of  practice  in  patent 
cases  to  implement  the  Patent  Business  Goals.  The  Office  also 
published  a  correction  notice  in  the  Federal  Register  of 
December  18,  2000,  correcting  errors  in  the  final  rule.  This 
document  corrects  an  error  in  the  correction  notice  and  makes 
the  correction  retroactive  to  December  18,  2000. 

EFFECTIVE  DATE:  December  18,  2000. 

FOR  FURTHER  INFORMATION  CONTACT:  Hiram  H 
Bernstein  ((703)  305-8713),  Senior  Legal  Advisor,  or  Robert  J. 
Spar,  Director  ((703)  308-5107),  Office  of  Patent  Legal  Ad- 
ministration (OPLA),  directly  by  phone,  or  by  facsimile  to 
(703)  305-1013,  marked  to  the  attention  of  Mr.  Bernstein,  or  by 
mail  addressed  to:  Box  Comments — Patents,  Commissioner 
for  Patents,  Washington,  D.C.  20231. 

SUPPLEMENTARY  INFORMATION:  The  Office  pub 
lished  a  final  rule  in  the  Federal  Register  of  September  8,  2000 
(65  PR  54604),  entitled  "Changes  to  Implement  Patent  Busi- 
ness Goals,"  and  a  correction  notice  in  the  Federal  Register  of 
December  18,  2000  (65  PR  78958)  correcting  errors  in  the  final 
rule.  The  correction  notice  inadvertently  indicated  that  the 
processing  fee  for  correcting  inventorship  in  a  patent  under  37 
CFR  1.324  is  $55.00.  The  processing  fee  for  correcting 
inventorship  in  a  patent  under  §  1.324  is  actually  $130.00. 

In  rule  FR  Doc.  00-31958,  published  on  December  18,  2000 
(65  FR  78958),  and  in  37  CFR  Part  1  make  the  following 
corrections: 

§  1.20  [Corrected] 

1.  On  page  78960,  in  the  first  column,  §  1.20,  paragraph  (b), 
line  3,  correct  "$55.00"  to  read  "$130.00". 


Dec.  19,  2000 


ALBIN  F  DROST 

Acting  General  Counsel 
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(151)  DEPARTMENT  OF  COMMERCE 

United  States  Patent  and  Trademark  OflBce 
37  CFR  Part  1 
RIN  0651-AA98 

Changes  to  Implement  the  Patent  Business  Goals 

AGENCY:  United  States  Patent  and  Trademark  Office,  Com- 
merce. 

ACTION:  Final  rule  and  correction  to  final  rule. 

SUMMARY:  The  United  States  Patent  and  Trademark  Office 
(Office)  published  a  final  rule  in  the  Federal  Register  of 
September  8,  2000,  revising  the  rules  of  practice  in  patent 
cases  to  implement  the  Patent  Business  Goals.  This  document 
corrects  errors  in  that  final  rule  and  amends  the  Rules  of 
Practice  for  consistency  with  the  Patent  business  Goals  final 
rule. 

DATES:  Effective  Date:  December  18,  2000.  Applicability 
date:  For  fees  paid  prior  to  November  7,  2000,  the  two-year 
time  period  for  requesting  a  refund  is  extended  to  expire  on  the 
later  of  February  16,  2001. 

FOR  FURTHER  INFORMATION  CONTACT:  Hiram  H 
Bernstein  ((703)  305-8713)  or  Robert  W.  Bahr  ((703)  308- 
6906),  Senior  Legal  Advisors,  or  Robert  J.  Spar,  Director 
((703)  308-5107),  Office  of  Patent  Legal  Administration 
(OPLA),  directly  by  phone,  or  by  facsimile  to  (703)  305-1013, 
marked  to  the  attention  of  Mr.  Bernstein,  or  by  mail  addressed 
to:  Box  Comments —  Patents,  Commissioner  for  Patents, 
Washington,  DC  20231. 

SUPPLEMENTARY   INFORMATION:    The   OflBce   pub 
lished  a  final  rule  in  the  Federal  Register  of  September  8,  2000 
(65  FR  54604),  entitled  "Changes  to  Implement  Patent  Busi- 
ness Goals"  (final  rule).  This  document  corrects  errors  in  that 
final  rule  as  discussed  below. 
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The  final  rule  is  corrected  to  indicate  that  the  changes  to  §§ 
1.52(e),  1.96,  and  1.821  et  seq.  concerning  the  submission  of 
computer  program  listings  and  sequence  listings  are  effective 
on  September  8,  2000,  rather  than  November  7,  2000. 

The  final  rule  is  corrected  to  indicate  that  the  time  period  for 
requesting  a  refund  for  fees  paid  prior  to  November  7,  2000, 
expires  the  later  of  November  8,  2000  (rather  than  November 
7,  2002),  or  two  years  from  the  date  the  fee  was  paid.  Since  this 
correction  will  not  be  published  until  after  November  7,  2000, 
the  two-year  time  period  for  requesting  a  refund  is  extended  to 
expire  on  the  later  of  the  date  that  is  sixty  days  after 
publication  of  this  correction  notice  in  the  Federal  Register  or 
the  date  that  is  two  years  from  the  date  the  fee  was  paid. 

The  final  rule  is  corrected  to  eliminate  the  sentences 
indicating  that  only  the  paper  portions  of  the  application  will 
be  published  as  patent  application  publications  or  patents. 
Portions  of  an  application  submitted  on  an  electronic  medium 
under  §  1.52(e)  will  be  available  (published)  at  least  through  an 
electronic  medium. 

The  final  rule  is  corrected  to  indicate  that  if  continuity  data 
is  included  in  an  application  data  sheet,  but  not  in  the  first 
sentence  of  the  specification,  the  continuity  data  to  be  set  forth 
in  the  application  data  sheet  will  not  appear  in  the  first  line  of 
the  specification  in  the  patent.  In  such  a  situation,  the  conti- 
nuity data  will  only  appear  on  the  front  page  of  the  patent. 

The  final  rule  is  corrected  to  delete  the  sentence  indicating 
that  §  1.78(a)(4)  is  additionally  amended  by  deletion  of  the 
term  "copending"  as  a  requirement  for  a  nonprovisional 
application  to  claim  priority  to  a  provisional  application. 
Section  1 .78  was  previously  amended  to  delete  the  copendency 
requirement  for  a  nonprovisional  application  claiming  priority 
to  a  provisional  application.  See  Changes  to  Application 
Examination  and  Provisional  Application  Practice,  interim 
rule,  65  FR  14865,  14867,  14872  (Mar.  20.  2000),  1233  Off. 
Gaz.  Pat.  Office  47,  48,  53  (Apr.  11,  2000). 

Section  1.14(h)  in  the  final  rule  is  corrected  to  refer  to  "§ 
1.47(c)"  rather  than  "§§  1.47(a)  and  (b)"  (the  relevant  portion 
of  §§  1.47(a)  and  (b)  was  transferred  to  new  §  1.47(c)). 

Sections  1.16(a)  through  (1),  1.17(a)  through  (e),  (r)  and  (s), 
1.18(a)  through  (c),  1.20(d)  through  (h)  and  1.492(a)  through 
(e)  are  corrected  to  change  their  reference  to  "§  1.9(f)"  to  a 
reference  to  "§  1.27(a)"  (the  substance  of  former  §  1.9(f)  was 
transferred  to  §  1.27(a)). 

Section  1.20(b)  is  corrected  to  indicate  that  its  fee  is  a 
processing  fee  (rather  than  a  petition  fee). 

Section  1.53(c)  is  corrected  to  change  its  reference  to  "§ 
1.78(a)(3)"  to  a  reference  to  "35  U.S.C.  119(e)  and  § 
1.78(a)(4)"  (the  substance  of  former  §  1.78(a)(3)  was  trans- 
ferred to  "§  1.78(a)(4))." 

Section  1.366  is  corrected  to  change  its  reference  to  "§ 
1.28(b)"  to  a  reference  to  "§  1.27(g)"  (the  substance  of  former 
§  1.28(b)  was  transferred  to  §  1.27(g)). 

In  rule  FR  Doc.  00-22392,  published  on  September  8,  2000 
(65  FR  54604),  make  the  following  corrections  and  37  CFR 
Part  1  is  amended  as  follows: 

1.  On  page  54604.  in  column  1.  the  sentence  "This  rule  is 
effective  November  7.  2000,  except  that  the  changes  to  §§ 
1.27.  1.78,  1.131.  1.132,  1.137,  1.152,  1.155,  1.324,  1.366, 
1.740,  and  1.760,  and  the  removal  of  §  1.44  are  effective 
September  8,  2000"  should  read  "This  rule  is  effective  No- 
vember 7,  2000,  except  that  the  changes  to  §§  1.27,  1.78, 
1.52(e).  1.96.  1.131.  1.132.  1.137.  1.152,  1.155.  1.324,  1.366, 
1.740.  1.760.  1.821.  1.823,  1.824,  and  1.825.  and  the  removal 
of  §  1.44  are  effective  September  8,  2000." 

2.  On  page  54608.  in  the  sentence  bridging  columns  2  and  3. 
"The  two  year  time  period  for  requesting  a  refund  will  end  two 
years  and  sixty  days  from  the  date  of  publication  in  the  Federal 
Register  for  fees  paid  prior  to  sixty  days  from  the  date  of 
publication  in  the  Federal  Register,  or  two  years  from  payment 
of  the  fee  for  fees  paid  on  or  after  sixty  days  from  the  date  of 
publication  in  the  Federal  Register"  should  read  "For  fees  paid 
prior  to  sixty  days  from  the  date  of  publication  in  the  Federal 


Register,  the  two-year  time  period  for  requesting  a  refund  will 
expire  on  the  later  of  November  7,  2000,  or  the  date  that  is  two 
years  from  the  date  the  fee  was  paid." 

3.  On  page  54621,  in  column  1,  third  paragraph,  remove  the 
sentences  "Only  the  paper  portions  of  the  application  will, 
under  our  current  procedures,  be  published,  either  as  published 
applications  or  patents"  and  "The  Office  can  thus  require  that 
certain  information,  such  as  related  to  an  elected  species,  be 
submitted  in  the  proper  form  (paper)  to  be  printed." 

4.  On  page  54626,  in  column  3,  first  incomplete  paragraph, 
the  sentence  "If  continuity  data  is  included  in  an  application 
data  sheet,  but  not  in  the  first  sentence  of  the  specification,  the 
continuity  data  to  be  set  forth  in  the  first  line  of  the  patent  will 
be  taken  from  the  application  data  sheet"  should  read  "If 
continuity  data  is  included  in  an  application  data  sheet,  but  not 
in  the  first  sentence  of  the  specification,  the  continuity  data  to 
be  set  forth  in  the  application  data  sheet  will  not  be  printed  in 
the  first  line  of  the  specification  in  the  patent." 

5.  On  page  54628,  in  column  1.  fourth  paragraph,  remove  the 
sentence  "Section  1.78(a)(4)  is  additionally  amended  by  dele- 
tion of  the  term  'copending'  as  a  requirement  for  a  nonprovi- 
sional application  claiming  priority  to  a  provisional  application 
in  view  of  the  'American  Inventors  Protection  Act  of  1999.'" 


§  1.14  [Corrected] 

6.  On  page  54658,  in  the  first  column,  §  1.14,  paragraph  (h), 
line  5,  correct  "§§  1.47(a)  and  (b)"  to  read  "§  1.47(c)". 

PART  1— RULES  OF  PRACTICE  IN  PATENT  CASES 

7.  The  authority  citation  for  37  CFR  Part  1  continues  to  read 
as  follows: 

Authority:  35  U.S.C.  2(b)(2). 

8.  Section  1.16  is  amended  by  revising  paragraphs  (a) 
through  (1)  to  read  as  follows: 

§  1.16  National  application  filing  fees. 

(a)  Basic  fee  for  filing  each  application  for  an  original 
patent,  except  provisional,  design  or  plant  applications: 

By  a  small  entity  (§  1.27(a)) $355.00 

By  other  than  a  small  entity $710.00 

(b)  In  addition  to  the  basic  filing  fee  in  an  original 
apphcation,  except  provisional  applications,  for  filing  or  later 
presentation  of  each  independent  claim  in  excess  of  3: 

By  a  small  entity  (§  1.27(a)) $40.00 

By  other  than  a  small  entity $80.00 

(c)  In  addition  to  the  basic  filing  fee  in  an  original  applica- 
tion, except  provisional  applications,  for  filing  or  later  presen- 
tation of  each  claim  (whether  independent  or  dependent)  in 
excess  of  20  (Note  that  §  1.75(c)  indicates  how  multiple 
dependent  claims  are  considered  for  fee  calculation  purposes.): 

By  a  small  entity  (§  1.27(a)) $9.00 

By  other  than  a  small  entity $18.00 

(d)  In  addition  to  the  basic  filing  fee  in  an  original 
application,  except  provisional  applications,  if  the  application 
contains,  or  is  amended  to  contain,  a  multiple  dependent 
claim(s),  per  application: 

By  a  small  entity  (§  1.27(a)) $135.00 

By  other  than  a  small  entity $270.00 

(e)  Surcharge  for  filing  the  basic  filing  fee  or  oath  or 
declaration  on  a  date  later  than  the  filing  date  of  the  applica- 
tion, except  provisional  applications: 

By  a  small  entity  (§  1.27(a)) $65.00 

By  other  than  a  small  entity $130.00 
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(f)  Basic  fee  for  filing  each  design  application: 

By  a  small  entity  (§  1.27(a)) $160.00 

By  other  than  a  small  entity $320.00 

(g)  Basic  fee  for  filing  each  plant  appUcation,  except 
provisional  applications: 

By  a  small  entity  (§  1.27(a)) $245.00 

By  other  than  a  small  entity $490.00 

(h)  Basic  fee  for  filing  each  reissue  application: 

By  a  small  entity  (§  1.27(a)) $355.00 

By  other  than  a  small  entity $710.00 

(i)  In  addition  to  the  basic  filing  fee  in  a  reissue  application, 
for  filing  or  later  presentation  of  each  independent  claim  which 
is  in  excess  of  the  number  of  independent  claims  in  the  original 
patent: 

By  a  small  entity  (§  1.27(a)) $40.00 

By  other  than  a  small  entity $80.00 

(j)  In  addition  to  the  basic  filing  fee  in  a  reissue  application, 
for  fiUng  or  later  presentation  of  each  claim  (whether  indepen- 
dent or  dependent)  in  excess  of  20  and  also  in  excess  of  the 
number  of  claims  in  the  original  patent  (Note  that  §  1.75(c) 
indicates  how  multiple  dependent  claims  are  considered  for  fee 
purposes.): 

By  a  small  entity  (§  1.27(a)) $9.00 

By  other  than  a  small  entity $18.00 

(k)  Basic  fee  for  filing  each  provisional  application: 

By  a  small  entity  (§  1.27(a)) $75.00 

By  other  than  a  small  entity $150.00 

(1)  Surcharge  for  filing  the  basic  filing  fee  or  cover  sheet  (§ 
1.51(c)(1))  on  a  date  later  than  the  filing  date  of  the  provisional 
application: 

By  a  small  entity  (§  1.27(a)) $25.00 

By  other  than  a  small  entity $50.00 


::jc    :]c    rf:    riji;    :^ 


9.  Section   1.17  is  amended  by  revising  paragraphs  (a) 
through  (e),  (r)  and  (s)  to  read  as  follows: 

§  1.17  Patent  application  and  reexamination  processing 
fees. 

(a)  Extension  fees  pursuant  to  §  1.136(a): 
(1)  For  reply  within  first  month: 

By  a  small  entity  (§  1.27(a)) $55.00 

By  other  than  a  small  entity $110.00 


(b)  For  filing  a  notice  of  appeal  from  the  examiner  to  the 
Board  of  Patent  Appeals  and  Interferences: 

By  a  small  entity  (§  1.27(a)) $155.00 

By  other  than  a  small  entity $310.00 

(c)  In  addition  to  the  fee  for  filing  a  notice  of  appeal,  for 
filing  a  brief  in  support  of  an  appeal: 

By  a  small  entity  (§  1.27(a)) $155.00 

By  other  than  a  small  entity $310.00 

(d)  For  filing  a  request  for  an  oral  hearing  before  the  Board 
of  Patent  Appeals  and  Interferences  in  an  appeal  under  35 
U.S.C.  134: 

By  a  small  entity  (§  1.27(a)) $135.00 

By  other  than  a  small  entity $270.00 

(e)  To  request  continued  examination  pursuant  to  §  1.114: 

By  a  small  entity  (§  1.27(a)) $355.00 

By  other  than  a  small  entity $710.00 


(r)  For  entry  of  a  submission  after  final  rejection  under  § 
1.129(a): 

By  a  small  entity  (§  1.27(a)) $355.00 

By  other  than  a  small  entity $710.00 

(s)  For  each  additional  invention  requested  to  be  examined 
under  §  1.129(b): 

By  a  small  entity  (§  1.27(a)) $355.00 

By  other  than  a  small  entity $710.00 


10.  Section  1.18  is  amended  by  revising  paragraphs  (a) 
through  (c)  to  read  as  follows: 

§  1.18  Patent  post  allowance  (including  issue)  fees. 

(a)  Issue  fee  for  issuing  each  original  or  reissue  patent, 
except  a  design  or  plant  patent: 

By  a  smaU  entity  (§  1.27(a)) $620.00 

By  other  than  a  small  entity '. $1,240.00 

(b)  Issue  fee  for  issuing  a  design  patent: 

By  a  small  entity  (§  1.27(a)) $220.00 

By  other  than  a  small  entity $440.00 

(c)  Issue  fee  for  issuing  a  plant  patent: 

By  a  small  entity  (§  1.27(a)) $300.00 

By  other  than  a  small  entity $600.00 


(2)  For  reply  within  second  month: 

By  a  small  entity  (§  1.27(a)) $195.00 

By  other  than  a  small  entity $390.00 

(3)  For  reply  within  third  month: 

By  a  small  entity  (§  1.27(a)) $445.00 

By  other  than  a  small  entity $890.00 


11.  Section  1.20  is  amended  by  revising  paragraphs  (b)  and 
(d)  through  (h)  to  read  as  follows: 

§  1.20  Post  issuance  fees. 


(4)  For  reply  within  fourth  month: 

By  a  small  entity  (§  1.27(a)) $695.00 

By  other  than  a  small  entity $1,390.00 


(b)  Processing  fee  for  correcting  inventorship  in  a  patent  (§ 
1.324)— $55.00. 


(5)  For  reply  within  fifth  month: 

By  a  small  entity  (§  1.27(a)) $945.00 

By  other  than  a  small  entity $1,890.00 


(d)  For  fihng  each  statutory  disclaimer  (§  1.321): 

By  a  small  entity  (§  1.27(a)) $55.00 

By  other  than  a  small  entity $110.00 
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(e)  For  maintaining  an  original  or  reissue  patent,  except  a 
design  or  plant  patent,  based  on  an  application  filed  on  or  after 
December  12,  1980,  in  force  beyond  four  years;  the  fee  is  due 
by  three  years  and  six  months  after  the  original  grant: 

By  a  small  entity  (§  1.27(a)) $425.00 

By  other  than  a  small  entity $850.00 

(f)  For  maintaining  an  original  or  reissue  patent,  except  a 
design  or  plant  patent,  based  on  an  application  filed  on  or  after 
December  12,  1980,  in  force  beyond  eight  years;  the  fee  is  due 
by  seven  years  and  six  months  after  the  original  grant: 

By  a  small  entity  (§  1.27(a)) $975.00 

By  other  than  a  small  entity $1,950.00 

(g)  For  maintaining  an  original  or  reissue  patent,  except  a 
design  or  plant  patent,  based  on  an  application  filed  on  or  after 
December  12,  1980,  in  force  beyond  twelve  years;  the  fee  is 
due  by  eleven  years  and  six  months  after  the  original  grant: 

By  a  small  entity  (§  1.27(a)) $1,495.00 

By  other  than  a  small  entity $2,990.00 

(h)  Surcharge  for  paying  a  maintenance  fee  during  the 
six-month  grace  period  following  the  expiration  of  three  years 
and  six  months,  seven  years  and  six  months  and  eleven  years 
and  six  months  after  the  date  of  the  original  grant  of  a  patent 
based  on  an  application  filed  on  or  after  December  12,  1980: 

By  a  small  entity  (§  1.27(a)) $65.00 

By  other  than  a  small  entity $130.00 

12.  Section  1.53  is  amended  by  revising  paragraph  (c)(4)  to 
read  as  follows: 


§  1.53  Application  number,  filing  date,  and  completion  of 
application. 


(c) 


*  *  * 


(4)  A  provisional  application  is  not  entitled  to  the  right  of 
priority  under  35  U.S.C.  119  or  365(a)  or  §  1.55,  or  to  the 
benefit  of  an  earlier  filing  date  under  35  U.S.C.  120,  121  or 
365(c)  or  §  1 .78  of  any  other  application.  No  claim  for  priority 
under  35  U.S.C.  119(e)  or  §  1.78(a)(4)  may  be  made  in  a 
design  application  based  on  a  provisional  application.  No 
request  under  §  1.293  for  a  statutory  invention  registration  may 
be  filed  in  a  provisional  application.  The  requirements  of  §§ 
1.821  through  1.825  regarding  application  disclosures  contain- 
ing nucleotide  and/or  amino  acid  sequences  are  not  mandatory 
for  provisional  applications. 


13.  Section  1.366  is  amended  by  revising  paragraph  (f)  to 
read  as  follows: 


§  1.366  Submission  of  maintenance  fees. 

(f)  Notification  of  any  change  in  status  resulting  in  loss  of 
entitlement  to  small  entity  status  must  be  filed  in  a  patent  prior 
to  paying,  or  at  the  time  of  paying,  the  earliest  maintenance  fee 
due  after  the  date  on  which  status  as  a  small  entity  is  no  longer 
appropriate.  See  §  1.27(g). 


14.  Section  1.492  is  amended  by  revising  paragraphs  (a) 
through  (e)  to  read  as  follows: 

§  1.492  National  stage  fees. 


(a)  The  basic  national  fee: 

(1)  Where  an  international  preliminary  examination  fee  as 
set  forth  in  §  1.482  has  been  paid  on  the  international 
application  to  the  United  States  Patent  and  Trademark  Office: 

By  a  small  entity  (§  1.27(a)) $345.00 

By  other  than  a  small  entity $690.00 

(2)  Where  no  international  preliminary  examination  fee  as 
set  forth  in  §  1.482  has  been  paid  to  the  United  States  Patent 
and  Trademark  Office,  but  an  international  search  fee  as  set 
forth  in  §  1.445(a)(2)  has  been  paid  on  the  international 
application  to  the  United  States  Patent  and  Trademark  Office  as 
an  International  Searching  Authority: 

By  a  small  entity  (§  1.27(a)) $355.00 

By  other  than  a  small  entity $710.00 

(3)  Where  no  international  preliminary  examination  fee  as 
set  forth  in  §  1.482  has  been  paid  and  no  international  search 
fee  as  set  forth  in  §  1.445(a)(2)  has  been  paid  on  the 
international  application  to  the  United  States  Patent  and 
Trademark  Office: 

By  a  small  entity  (§  1.27(a)) $500.00 

By  other  than  a  small  entity $1,000.00 

(4)  Where  the  international  preliminary  examination  fee  as 
set  forth  in  §  1.482  has  been  paid  to  the  United  States  Patent 
and  Trademark  Office  and  the  international  preliminary  exami- 
nation report  states  that  the  criteria  of  novelty,  inventive  step 
(non-obviousness),  and  industrial  applicability,  as  defined  in 
PCT  Article  33(1)  to  (4)  have  been  satisfied  for  all  the  claims 
presented  in  the  application  entering  the  national  stage  (see  § 
1.496(b)): 

By  a  small  entity  (§  1.27(a)) $50.00 

By  other  than  a  small  entity $100.00 

(5)  Where  a  search  report  on  the  international  application 
has  been  prepared  by  the  European  Patent  Office  or  the 
Japanese  Patent  Office: 

By  a  small  entity  (§  1.27(a)) $430.00 

By  other  than  a  small  entity $860.00 

(b)  In  addition  to  the  basic  national  fee,  for  filing  or  later 
presentation  of  each  independent  claim  in  excess  of  3: 

By  a  small  entity  (§  1.27(a)) $40.00 

By  other  than  a  small  entity $80.00 

(c)  In  addition  to  the  basic  national  fee,  for  filing  or  later 
presentation  of  each  claim  (whether  independent  or  dependent) 
in  excess  of  20  (Note  that  §  1.75(c)  indicates  how  multiple 
dependent  claims  are  considered  for  fee  calculation  purposes.): 

By  a  small  entity  (§  1.27(a)) $9.00 

By  other  than  a  small  entity $18.00 

(d)  In  addition  to  the  basic  national  fee,  if  the  application 
contains,  or  is  amended  to  contain,  a  multiple  dependent 
claim(s),  per  application: 

By  a  small  entity  (§  1.27(a)) $135.00 

By  other  than  a  small  entity $270.00 

(e)  Surcharge  for  filing  the  oath  or  declaration  later  than  20 
months  from  the  priority  date  pursuant  to  §  1.494(c)  or  later 
than  30  months  from  the  priority  date  pursuant  to  §  1.495(c): 

By  a  small  entity  (§  1.27(a)) $65.00 

By  other  than  a  small  entity $130.00 


December  8,  2000 


Q.  TODD  DICKINSON 

Under  Secretary  of  Commerce  for 

Intellectual  Property  and 

Director  of  the  United  States  Patent 

and  Trademark  Office 
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DEPARTMENT  OF  COMMERCE 

United  States  Patent  and  Trademark  Office 

37  CFR  Parts  1,  3,  5,  and  10 

RIN  0651-AA98 


Changes  to  Implement  the  Patent  Business  Goals 

AGENCY:  United  States  Patent  and  Trademark  Office,  Com- 
merce. 

ACTION:  Final  rule. 

SUMMARY:  The  United  States  Patent  and  Trademark  Office 
(Office)  has  established  business  goals  for  the  organizations 
reporting  to  the  Commissioner  for  Patents  (Patent  Business 
Goals).  The  focus  of  the  Patent  Business  Goals  is  to  increase 
the  level  of  service  to  the  public  by  raising  the  efficiency  and 
effectiveness  of  the  Office's  business  processes.  In  furtherance 
of  the  Patent  Business  Goals,  the  Office  is  changing  the  rules 
of  practice  to  eliminate  unnecessary  formal  requirements, 
streamline  the  patent  application  process,  and  simplify  and 
clarify  the  provisions  of  the  rules  of  practice. 

DATES:  EFFECTIVE  DATE:  Nov.  7,  2000,  unless  otherwise 
provided. 

The  changes  to  §§  1.27,  1.78,  1.131,  1.132,  1.137,  1.152, 
1.155,  1.324,  1.366,  1.740,  and  1.760,  and  the  removal  of  § 
1.44  are  effective  Sep.  8,  2000. 

The  new  two-year  limit  for  requesting  refunds  under  1 .26  will 
be  applied  to  any  fee  paid  regardless  of  when  it  was  paid.  For 
previously  paid  fees,  the  two-year  time  period  for  requesting  a 
refund  will  expire  on  Nov.  7,  2000  or  the  date  that  is  two  years 
from  the  date  the  fee  was  paid. 

APPLICABILITY  DATES:  Computer  program  hstings  in 
compliance  with  former§  1.96  will  be  accepted  until  March  1, 
2001.  After  that  date,  computer  program  listings  must  comply 
with  revised  1.96.  Amendments  in  compliance  with  former  § 
1.121  will  be  accepted  until  March  1,  2001.  After  that  date, 
amendments  must  comply  with  revised  1.121. 

FOR  FURTHER  INFORMATION  CONTACT:  Hiram  H. 
Bernstein  ((703)  305-8713)  or  Robert  W.  Bahr  ((703)  308- 
6906),  Senior  Legal  Advisors,  or  Robert  J.  Spar,  Director 
((703)  308-5107),  Office  of  Patent  Legal  Administration 
(OPLA),  directly  by  phone,  or  by  facsimile  to  (703)  305-1013, 
marked  to  the  attention  of  Mr.  Bernstein,  or  by  mail  addressed 
to:  Box  Comments-Patents,  Commissioner  for  Patents,  Wash- 
ington, D.C.  20231. 

Additionally,  the  following  members  of  OPLA  may  be  called 
directly  for  the  matters  indicated: 

Robert  Bahr  ((703)  308-6906):  §§  1.22,  1.25,  1.26,  1.53, 
1.55,  1.72,  1.76.  1.78,  1.112,  1.131,  1.132,  1.137,  1.138,  1.193, 
1.311  through  1.313,  1.366,  Part  5,  and  Part  10. 

Hiram  Bernstein  ((703)  305-8713):  §§  1.9,  1.22,  1.26 
through  1.28,  1.41,  1.48,  1.56,  1.85(c),  1.97,  1.98,  1.105, 1.111, 
1.115.  1.133,  1.136,  1.322  through  1.324,  and  Part  3. 

Robert  Clarke  ((703)  305-9177):  Processing  and  petition 
fees,  and  §  1.52(b)(2). 

James  Engel  ((703)  308-5106):  §§  1.152  et  seq. 

Eugenia  Jones  ((703)  306-5586):  §§  1.9,  1.27,  and  1.28. 

Jay  Lucas  ((703)  308-6868)  or  Anton  Petting  ((703)  305- 
8449):  §§  1.96,  and  1.821  et  seq. 

Joe  Narcavage  ((703)  305-1795):  §§  1.52(b)(6),  1.121, 
1.125,  and  1.173  et  seq. 

Kenneth  Schor  ((703)  308-6710):  §§  1.97,  1.98,  1.173  et 
seq..  1.510  et  seq.,  and  Part  3. 

Fred  Silverberg  ((703)  305-8986):  §  1.63  (oath  or  declara- 
tion) form. 

Karin  Tyson  ((703)  306-3159):  §§  1.14,  1.33,  1.44,  1.47, 
1.51,  1.52  (except  (b)(2)  and  (b)(6)),  1.59,  1.63,  1.64,  1.67, 
1.77,  1.84,  1.85  (except  (c)),  1.163,  and  1.720  et  seq. 

SUPPLEMENTARY  INFORMATION:  The  organizations 
reporting  to  the  Commissioner  for  Patents  have  established 
five  business  goals  (Patent  Business  Goals)  to  meet  the  Office's 
Year  2000  commitments.  The  Patent  Business  Goals  have  been 
adopted  as  part  of  the  Fiscal  Year  1999  Corporate  Plan 
Submission  to  the  President.  The  five  Patent  Business  Goals 
are: 


Goal  1 :  Reduce  Office  processing  time  (cycle  time)  to  twelve 
months  or  less  for  all  inventions. 

Goal  2:  Estabhsh  fully -supported  and  integrated  Industry 
Sectors. 

Goal  3:  Receive  applications  and  publish  patents  electroni- 
cally. 

Goal  4:  Exceed  our  customers'  quality  expectations,  through 
the  competencies  and  empowerment  of  our  employees. 
Goal  5:  Align  fees  commensurate  with  resource  utilization  and 
customer  efficiency. 

This  final  rule  makes  changes  to  the  regulations  to  support  the 
Patent  Business  Goals.  A  properly  reengineered  or  reinvented 
system  eliminates  the  redundant  or  unnecessary  steps  that  slow 
down  processing  and  frustrate  customers.  In  furtherance  of  the 
Patent  Business  Goals,  these  changes  to  the  rules  of  practice 
take  a  fresh  view  of  the  business  end  of  issuing  patents,  and 
continue  a  process  of  simplification.  Formal  requirements  of 
rules  that  are  no  longer  useful  are  eliminated.  Once  the  intent 
of  an  applicant  is  understood,  the  Office  will  simply  go  forward 
with  the  processing.  The  essentials  are  maintained,  while 
formalities  are  greatly  reduced.  The  object  is  to  focus  on  the 
substance  of  examination  and  decrease  the  time  that  an 
application  for  patent  is  sidelined  with  unnecessary  procedural 
issues. 

In  streamlining  this  process,  the  Office  will  be  able  to  issue  a 
patent  in  a  shorter  time  by  eliminating  formal  requirements 
that  must  be  performed  by  the  applicant,  his  or  her  represen- 
tatives and  the  Office  itself.  Applicants  will  benefit  from  a 
reduced  overall  cost  to  them  for  receiving  patent  protection 
and  from  a  faster  receipt  of  their  patents. 

The  Office  initially  published  an  advance  notice  of  proposed 
rulemaking  containing  twenty-one  initiatives.  See  Changes  to 
Implement  the  Patent  Business  Goals.  Advance  Notice  of 
Proposed  Rulemaking,  63  FR  53497  (October  5,  1998),  1215 
Off.  Gaz.  Pat.  Office  (October  27,  1998)  (Advance  Notice). 
The  Office  published  a  notice  of  proposed  rulemaking,  propos- 
ing a  number  of  changes  to  the  rules  of  practice  to  implement 
the  Patent  Business  Goals  that  contained  about  half  of  the 
topics  set  forth  in  the  advance  notice  plus  additional  items.  See 
Changes  to  Implement  the  Patent  Business  Goals.  Notice  of 
Proposed  Rulemaking,  64  FR  53771  (October  4,  1999),  1228 
Off.  Gaz.  Pat.  Office  15  (November  2,  1999).  This  final  rule 
contains  a  number  of  changes  to  the  text  of  the  rules  as 
proposed  for  comment.  The  significant  changes  (as  opposed  to 
additional  grammatical  corrections)  are  discussed  below.  Fa- 
miliarity with  the  Advance  Notice  and  Notice  of  Proposed 
Rulemaddng  is  assumed. 

The  title  "Commissioner  of  Patents  and  Trademarks"  was 
changed  to  "Director  of  the  United  States  Patent  and  Trade- 
mark Office"  by  §  4732  of  the  "American  Inventors  Protection 
Act  of  1999"  (Title  IV  of  the  "Intellectual  Property  and 
Communications  Omnibus  Reform  Act  of  1999")  that  was 
incorporated  and  enacted  into  law  on  November  29,  1999,  by 
§  1000(a)(9),  Division  B,  of  Public  Law  106-113,  113  Stat. 
1501  (1999).  To  avoid  inconsistent  use  of  the  title  "Commis- 
sioner" and  "Director"  in  the  rules  of  practice,  the  Office  plans 
to  change  the  title  "Commissioner"  wherever  it  appears  in  the 
rules  of  practice  to  "Director"  in  a  separate  rule  change. 

Discussion  of  Specific  Rules  and  Response  to  Comments: 

The  Office  received  forty-eight  written  comments  (from  Intel- 
lectual Property  Organizations,  Law  Firms,  Businesses,  Patent 
Practitioners,  and  others)  in  response  to  the  Notice  of  Proposed 
Rulemaking.  The  written  comments  have  been  analyzed.  For 
contextual  purposes,  the  comment  on  a  specific  rule  and 
response  to  the  comment  are  provided  with  the  discussion  of 
the  specific  rule.  Comments  in  support  of  proposed  rule 
changes  generally  have  not  been  reported  in  the  responses  to 
comments  sections. 

Two  general  comments  were  received  that  the  Office  should 
conduct  a  public  hearing  for  every  major  rulemaking,  and  that 
in  a  proposed  notice  of  rulemaking  the  Office  should  use 
markings  to  indicate  the  proposed  changes  in  the  rules. 

Response:  The  suggestions  are  not  adopted.  The  Office  deter- 
mined that  a  public  hearing  was  not  warranted  for  this 
rulemaking.  Further,  while  markings  to  indicate  the  proposed 
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changes  might  be  helpful,  on  balance,  the  additional  delay  in 
preparing  the  rulemaking  with  markings  outweighed  the  help- 
fulness of  providing  the  markings. 

Title  37  of  the  Code  of  Federal  Regulations,  Parts  1,  3,  5,  and 
10,  are  amended  as  follows: 

Part  1: 


Section  1.4:  Section  1.4(b)  is  amended  to  refer  to  a  patent  or 
trademark  application,  patent  file,  trademark  registration  file, 
or  other  proceeding,  rather  than  only  an  application  file. 
Section  1.4(b)  is  also  amended  to  provide  that  the  filing  of 
duplicate  copies  of  correspondence  in  a  patent  or  trademark 
application,  patent  file,  trademark  registration  file,  or  other 
proceeding  should  be  avoided  (except  in  situations  in  which 
the  Office  requires  the  filing  of  duplicate  copies),  and  that  the 
Office  may  dispose  of  duplicate  copies  of  correspondence  in  a 
patent  or  trademark  application,  patent  file,  trademark  regis- 
tration file,  or  other  proceeding.  Finally,  §§  1.4(b)  and  1.4(c) 
are  also  amended  to  change  "should"  to  "must"  because  the 
Office  needs  separate  copies  of  papers  directed  to  two  or  more 
files,  or  of  papers  dealing  with  different  subjects. 

The  explicit  ability  under  §  1.4  to  dispose  of  duplicate 
correspondence  papers  will  be  effective  retroactively  to  any 
present  duplicate  correspondence. 

Section  1.6:  Section  1.6(d)(9)  is  amended  to  delete  the  refer- 
ence to  recorded  answers  under  §  1.684(c),  as  §  1.684(c)  has 
been  removed  and  reserved. 

Section  1.9:  Sections  1.9(c)  through  (f)  relating  to  small 
entities  are  removed  and  reserved  with  that  subject  matter 
transferred  to  amended  §  1.27(a). 

For  additional  changes  to  small  entity  requirements  see  §§  1.27 
and  1.28. 

Section  1.9(i)  is  added  to  define  "national  security  classified" 
as  used  in  37  CFR  Chapter  1  as  meaning  "specifically 
authorized  under  criteria  established  by  an  Act  of  Congress  or 
Executive  order  to  be  kept  secret  in  the  interest  of  national 
defense  or  foreign  policy  and,  in  fact,  properly  classified 
pursuant  to  such  Act  of  Congress  or  Executive  order." 

Comment  1:  One  comment  requested  that  the  definitions  in  § 
1.9(f)  pertaining  to  small  entity  status  be  moved  to  the  small 
entity  provisions  found  in  1.27  to  provide  a  more  cohesive 
policy  statement,  and  to  provide  a  consolidated  location,  which 
would  be  helpful  to  small  entities. 

Response:  The  comment  has  been  adopted.  Other  comments 
related  to  §  1.9(f)  are  treated  in  the  context  of  §  1.27(a)  to 
which  the  subject  matter  has  been  transferred. 

Comment  2:  The  remaining  comments  confirmed  the  Office's 
analysis  that  the  proposed  changes  would  be  beneficial. 

Section  1.12:  Section  1.12(c)(1)  is  amended  to  change  the 
reference  to  the  fee  set  forth  in  "  §  1.1 7(i)"  to  the  fee  set  forth 
in  "  §§  1.17(h)."  This  change  is  for  consistency  with  the 
changes  to  1.17(h)  and  1.17(i).  See  discussion  of  changes  to  §§ 
1.17(h)  and  1.17(i). 

Section  1.14:  Section  1.14  was  proposed  to  be  amended  to 
eliminate  the  provisions  making  continuity  data  of  an  applica- 
tion identified  in  a  patent  available  because  such  liberal  public 
access  to  patent  application  information  was  inconsistent  with 
patent  applications  being  generally  maintained  in  confidence. 
Since  patent  applications  that  are  also  filed  abroad  are  subject 
to  the  eighteen-month  publication  provisions  of  the  "American 
Inventors  Protection  Act  of  1999"  (Subtitle  E  -  Domestic 
Publication  of  Patent  Applications  Published  Abroad),  any 
application  that  claims  priority  to  a  U.S.  patent  is  likely  to  be 
published.  Accordingly,  continuity  data  for  applications  that 
rely  upon  the  filing  date  of  a  U.S.  patent  should  continue  to  be 
released  and  the  provision  for  doing  so  is  retained  in  § 
1.14(b)(4). 

Section  1.14  has  been  reformatted  and  amended  to  make  it 
easier  to  understand. 


Section  1.14(a)  is  amended  to  define  "status  information"  and 
"access."  "Status  information"  is  defined  as  information  that 
the  appUcation  is  pending,  abandoned,  or  patented,  as  well  as 
the  application's  numeric  identifier.  An  application's  numeric 
identifier  is  (1)  the  eight  digit  application  number,  or  (2)  the  six 
digit  serial  number  and  the  filing  date,  or  the  date  of  entry  into 
the  national  stage.  "Access"  is  defined  as  providing  the 
application  file  for  review  and  copying  of  any  material  in  the 
file. 

Section  1.14(b)  is  amended  to  state  when  status  information 
may  be  supplied,  retaining  the  reasons  set  forth  in  prior  § 
1.14(a)(l)(i).  Section  1.14(b)(3)  is  simplified  so  as  to  indicate 
that  status  information  will  be  given  for  international  applica- 
tions in  which  the  United  States  is  designated,  even  if  that 
application  has  not  yet  entered  the  national  stage.  If,  however, 
an  international  application  has  not  yet  been  assigned  a  U.S. 
application  number,  no  such  application  number  can  be  pro- 
vided by  the  Office.  The  material  in  former  §  1.14(b)  (timing  of 
destruction)  was  proposed  to  be  revised  and  was  set  forth  as 
proposed  §  1.14(f),  but  the  material  has  been  deleted  instead. 
The  timing  of  any  destruction  of  patent  files  and  papers  is 
governed  by  44  U.S.C.  33  and  36  CFR  12,  which  require  that 
records  be  retained  in  accordance  with  the  agency  records 
schedules  approved  by  the  National  Archives  and  Records 
Administration  (NARA)  or  the  General  Records  Schedule 
issued  by  NARA.  The  law  also  requires  that  the  Office  generate 
a  list  of  records  and  the  dispositions  of  those  records,  and  the 
Comprehensive  Records  Schedule  is  such  a  list.  According  to 
this  schedule,  an  abandoned  national  patent  application  filed 
before  June  8.  1995,  will  be  destroyed  after  twenty  years  from 
the  date  of  abandonment  unless  it  is  referenced  in  a  U.S. 
patent.  Furthermore,  the  schedule  provides  that  national  appli- 
cations filed  on  or  after  June  8,  1995,  will  be  destroyed 
twenty-three  years  after  the  date  of  abandonment  unless 
referenced  in  a  U.S.  patent.  In  addition,  the  records  schedule 
provides  that  International  application  (home  and  search  copy) 
files  are  destroyed  20  years  after  their  filing  or  deposit  date. 
Since  former  §  1.14(b)  could  not  change  any  records  retention 
schedule,  it  was  decided  to  delete  former  1.14(b)  (proposed  as 
1.14(f))  and  to  redesignate  proposed  §§  1.14(g)  through  (k)  as 
(f)  through  (j).  For  additional  information  about  the  Office's 
Comprehensive  Records  Schedule  or  the  Office's  records 
management  program  in  general,  the  Office's  Records  Officer 
should  be  contacted  by  telephone  at  (703)  308-7400,  or  by 
facsimile  at  (703)  308-7407. 

Section  1.14(c)  is  amended  to  state  that  a  copy  of  an  applica- 
tion-as-filed may  be  obtained,  upon  payment  of  the  appropriate 
fee,  when  a  U.S.  patent  incorporates  the  application  by 
reference. 

Section  1.14(d)  is  amended  to  correspond  to  prior  § 
1.14(a)(3)(iii)  with  additional  text  from  prior  1.14(e)(2).  Sec- 
tion 1.14(d)  is  revised  to  state  that  an  applicant,  an  attorney  or 
agent  of  record,  or  an  applicant's  assignee  may  authorize 
access  to  an  application  by  filing  a  power  to  inspect.  In 
addition,  1.14(d)  provides  that  if  an  executed  oath  or  declara- 
tion has  not  been  filed,  a  registered  attorney  or  agent  named  in 
the  papers  filed  with  the  application  may  have  access,  or 
authorize  another  person  to  have  access,  to  an  application  by 
filing  a  power  to  inspect.  A  registered  practitioner  named  in  a 
letterhead  would  not  be  sufficient,  but  rather  a  clear  identifi- 
cation of  the  individual  as  being  a  representative  would  be 
required.  The  form  for  a  power  to  inspect  is  PTO/SB/67. 

Section  1.14(e)  is  amended  to  correspond  to  prior  §  1.14(a)(3) 
and  states  that  any  person  may  obtain  access  to  an  application 
by  submitting  a  request  for  access  if  certain  conditions  apply. 
The  form  for  a  request  for  access  to  an  abandoned  application 
is  PTO/SB/68.  Access  to  international  phase  application  files  is 
governed  by  the  provisions  of  the  PCT  and  not  by  §  1.14. 
Section  1.14(e)(1),  as  amended,  corresponds  to  prior 
1.14(a)(3)(ii).  Section  1.14(e)(2)(i)  corresponds  to  prior  § 
1.14(a)(3)(iv)(A).  Section  1.14(e)(2)(ii),  as  revised,  corre- 
sponds to  prior  1.14(a)(3)(iv)(B).  Section  1.14(e)  does  not 
include  the  provisions  of  prior  §  1.14(a)(3)(iv)(C).  This  will 
now  enable  an  abandoned  application  that  claims  benefit  of  the 
filing  date  of  an  application  that  is  open  to  public  inspection  to 
be  maintained  in  confidence  unless  the  abandoned  application 
is  open  to  public  inspection  for  some  other  reason. 

Sections  1.14(f),  (g),  (h),  and  (i)  contain  the  material  of  prior 
§§  1.14(c),  (d),  (f),  and  (g),  respectively. 
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Section  1.14(j)  is  added  to  contain  the  material  of  prior  § 
1.14(e)  and  amendment  is  made  to  explain  the  requirements  of 
a  petition  for  access  and  include  the  provisions  of  former  § 
1.14(e)(1).  Section  l.l4(j)  is  also  revised  to  indicate  that  the 
Ofl&ce,  either  sua  sponte  or  on  petition,  may  provide  access  or 
copies  of  an  application  if  necessary  to  carry  out  an  Act  of 
Congress  or  if  warranted  by  other  special  circumstances.  The 
Office  may,  for  example,  provide  access  to,  or  copies  of, 
applications  to  another  Federal  Government  agency,  such  as  a 
law  enforcement  agency,  whether  the  Office  is  acting  on  its 
own  initiative  or  in  response  to  a  petition  from  the  other 
agency  when  access  is  needed  for  a  criminal  investigation. 

Comment  3:  Two  comments  urged  the  Office  to  continue  to 
provide  status  information  on  appUcations  that  claim  the 
benefit  of  the  filing  date  of  an  application  for  which  status 
information  is  available.  The  information  was  said  to  be  very 
useful  to  the  public  and  to  provide  some  measure  of  certainty 
as  to  whether  any  continuing  applications  have  been  filed. 

Response:  The  comments  are  adopted.  The  Office  will  continue 
to  release  continuity  data  for  all  applications  for  which  status 
information  may  be  given. 

Comment  4:  Several  comments  supported  proposed  §  1.14,  but 
addressed  proposed  §  1.14(d)(4),  arguing  that  the  filing  of  a 
power  of  attorney,  not  an  executed  oath  or  declaration,  should 
control  whether  the  registered  attorney  or  agent  named  in  the 
application  papers  under  §  1.53  or  the  national  stage  docu- 
ments under  §  1.494  or  §  1.495  can  sign  a  power  to  inspect. 
The  comments  noted  that  the  power  of  attorney  need  not  be 
filed  with  the  oath  or  declaration,  and  that  the  attorney  who 
filed  the  application  should  be  able  to  sign  a  power  to  inspect 
until  a  power  of  attorney  is  filed  wherein  he  is  not  named  as  an 
attorney. 

Response:  The  suggestion  is  not  adopted.  Once  an  executed 
oath  or  declaration  is  filed,  the  omission  of  a  power  of  attorney 
may  be  intentional  on  the  part  of  the  applicant  and  the  attorney 
who  filed  the  appUcation  should  not  continue  to  be  allowed  to 
sign  a  power  to  inspect.  Provision  has  been  made  for  the 
attorney  who  filed  the  application  to  sign  a  power  to  inspect 
because  an  application  without  an  executed  oath  or  declaration 
would  not  otherwise  have  anyone  entitled  to  inspect  the 
application.  Inventorship  is  not  set  until  an  executed  oath  or 
declaration  is  filed  (see  §  1.41(a)(1)).  An  attorney  or  agent  is 
not  of  record  until  an  executed  oath  or  declaration  and  a  power 
of  attorney  are  filed  (see  §  1.34(b)).  An  assignee  is  not 
permitted  to  take  action  until  an  executed  oath  or  declaration 
and  an  assignment  are  filed  (see  §  3.73(b)).  Accordingly, 
without  an  executed  oath  or  declaration,  an  executed  power  of 
attorney  would  be  insufficient  to  make  an  attorney  of  record. 
Furthermore,  once  an  executed  oath  or  declaration  is  filed,  any 
one  of  the  named  inventors  may  execute  a  power  of  attorney 
and  it  is  no  longer  necessary  to  have  the  attorney  or  agent  who 
filed  the  apphcation  be  permitted  to  execute  a  power  to  inspect. 

Comment  5 :  Two  comments  suggested  allowing  public  inspec- 
tion of  all  applications  relied  upon  for  priority  without  a 
petition  for  access,  and  not  just  those  that  are  abandoned. 

Response:  Applications  are  normally  maintained  in  confidence 
pursuant  to  35  U.S.C.  122  and  public  access  to  any  application 
relied  upon  for  priority  in  a  U.S.  Patent  is  not  appropriate.  An 
application  that  issues  as  a  patent  may  be  a  divisional  appli- 
cation of  a  pending  application  and  the  prosecution  of  the 
parent  application  may  have  little,  if  any,  subject  matter  in 
common  with  the  patent.  Accordingly,  if  a  petition  for  access 
is  filed,  only  that  part  of  the  prosecution  history  and  application 
that  relates  to  the  subject  matter  claimed  in  the  patent  is 
released  to  petitioner. 

Comment  6:  One  comment  suggested  that  the  term  "special 
circumstances"  be  defined  in  the  rule. 

Response:  The  suggestion  is  not  adopted.  How  the  Office 
defines  the  term  "special  circumstances"  as  used  in  35  U.S.C. 
122  and  §  1.14(j)  is  addressed  in  the  Manual  of  Patent 
Examining  Procedure  (MPEP)( February  2000)  in  §  103  under 
the  subsection  titled  "Petition  for  Access."  and  whether  "spe- 
cial circumstances"  are  present  depends  upon  the  particular 
facts  involved,  which  facts  may  be  varied. 


Section  1.17:  Sections  1.17(h)  and  1.1 7(i)  are  amended  to 
restate  the  introductory  reference  to  the  sections  referring  to  §§ 
1.17(h)  and  (i).  Sections  1.17(h)  and  (i)  are  also  amended  to 
characterize  the  fee  set  forth  in  §  1.17(h)  as  a  petition  fee,  and 
the  fee  set  forth  in  §  1.1 7(i)  as  a  processing  fee.  Section  1.17(h) 
is  amended  to  fist  only  those  matters  that  require  the  exercise 
of  judgment  or  discretion  in  determining  whether  the  request/ 
petition  will  be  granted  or  denied  (e.g.,  1.47,  1.53,  1.182, 
1.183,  1.313).  Section  1.17(i)  is  amended  to  list  tnose  matters 
that  do  not  require  the  exercise  of  judgment  or  discretion,  but 
which  are  routinely  granted  once  the  applicant  has  complied 
with  the  stated  requirements  (e.g.,  1.41,  1.48,  1.55).  Thus,  the 
Office  is  amending  §  1.17(h)  and  §  1.1 7(i)  to  locate  matters 
requiring  a  petition  in  §  1.17(h),  and  those  matters  that  do  not 
require  a  petition,  but  only  a  processing  fee,  in  §  1.17(i). 
Section  1.1 7(i)  is  also  amended  to  provide  a  processing  fee  for: 
(1)  fifing  a  nonprovisional  application  in  a  language  other  than 
English  (§  1.52(d)),  previously  in  §  1.17(k);  and  (2)  filing  an 
oath  or  declaration  pursuant  to  35  U.S.C.  371(c)(4)  naming  an 
inventive  entity  different  from  the  inventive  entity  set  forth  in 
the  international  stage  (§  1.497(d)). 

Section  1.1 7(k)  provides  a  fee  for  filing  a  request  for  expedited 
examination  under  §  1.155(a). 

Sections  1.17(1)  and  (m)  are  amended  for  clarity,  to  eliminate 
unassociated  text,  and  to  reflect  fiscal  year  2001  fee  amounts. 

Section  1.1 7(p)  is  amended  to  include  a  reference  to  §  1.97(d) 
as  well  as  to  1 .97(c)  in  view  of  the  amendment  to  §  1 .97(d) 
referencing  §  1.1 7(p)  rather  than  §  1.1 7(i).  The  fee  set  forth  in 
§  1.1 7(p)  is  also  changed  from  $240  to  $180. 

Section  1.1 7(q)  is  amended  for  consistency  with  §§  1.17(h) 
and  1.1 7(i),  as  the  matters  listed  therein  apply  to  provisional 
applications. 

Comment  7:  Comments  were  received  opposing  the  change  to 
§  1.17(p). 

Response:  See  the  discussion  thereof  in  §  1.97(d). 

Section  1.19:  Section  1.19(a)  is  amended  to  clarify  that  the  fees 
set  forth  in  §  1.19(a)(1)  do  not  apply  to  patents  containing  a 
color  photograph  or  drawing,  that  the  fee  in  §  1.19(a)(2) 
applies  to  plant  patents  in  color,  and  that  the  fee  in  §  1.19(a)(3) 
applies  to  patents  (other  than  plant  patents)  containing  a  color 
drawing. 

Former  sections  1.19(b)(1)  and  (b)(2)  are  divided  into  three 
sections  (§§  1.19(b)(1),  1.19(b)(2),  and  1.19(b)(3)),  with  the 
former  provisions  of  §§  1.19(b)(3)  and  1.19(b)(4)  being 
redesignated  as  §§  1.19(b)(4)  and  1.19(b)(5).  Section 
1.19(b)(1)  refers  to  the  application  as  filed.  Section  1.19(b)(2) 
is  limited  to  charges  for  the  paper  portion  of  the  complete 
patent  application  file  wrapper,  namely:  $200  for  copies  of  the 
first  400  pages  of  a  patent  application  file  wrapper  and  contents 
and  $40  for  each  additional  one  hundred  pages,  or  fraction 
thereof.  Section  1.19(b)(3)  provides  for  a  charge  of  $55  for  a 
copy  of  a  compact  disc  in  a  patent  application  file  wrapper,  and 
$15  for  each  additional  compact  disc  when  it  is  part  of  the 
same  order.  The  submission  of  application  information  on 
compact  disc  is  now  provided  for  in  §§  1.52(e),  1.96  and  1.821 
et  seq. 

Section  1.19(g)  is  removed  and  reserved.  The  practice  of 
comparing  and  certifying  documents  not  produced  by  the 
Office  is  being  eliminated.  The  Office  considers  it  appropriate 
to  certify  copies  of  documents  only  when  the  copy  of  the 
document  has  been  prepared  by  the  Office. 

Section  1.19(h)  is  also  removed  and  reserved.  The  $25  fee 
under  §  1.19(h)  for  obtaining  a  corrected  or  duplicate  filing 
receipt  is  no  longer  necessary  as  the  Office  is  now  performing 
that  service  without  charge.  Consequently,  where  there  is  an 
error  in  a  filing  receipt,  applicants  need  no  longer  provide  a 
showing  that  the  error  was  due  to  Office  mistake  or  pay  a  $25 
fee  for  the  corrected  receipt.  See  Changes  In  Practice  In 
Supplying  Certified  Copies  And  Filing  Receipts.  1199  Off. 
Gaz.  Pat.  Office  38  (June  10,  1997). 

Comment  8:  One  comment  stated  that  the  proposed  fee  of  $250 
for  copies  of  certified  and  uncertified  patent-related  file  wrap- 
pers and  contents  of  400  or  fewer  pages  was  excessive,  and 
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that  $100  for  the  first  400  pages  would  be  more  reasonable,  if 
it  costs  25  cents  a  page  for  copying.  In  addition,  the  comment 
stated  that  there  should  be  no  reason  why  a  flat  page  charge 
cannot  be  used;  that  with  the  proposed  rule,  the  number  of 
pages  would  have  to  be  counted  to  see  whether  the  initial 
400-page  limit  has  been  reached,  and  that  it  should  not  be  a 
burden  to  determine  the  number  of  pages  that  have  been 
copied. 

Response:  The  comment  is  adopted  to  the  extent  that  the  cost 
for  the  first  400  pages  has  been  reduced  to  $200.  Much  of  the 
cost  per  page  for  copying  a  given  application  depends  upon  the 
difficulty  in  obtaining  the  application,  the  time  required  putting 
the  papers  in  condition  for  copying  and  returning  those  same 
papers  to  the  file  in  their  original  condition,  and  the  number  of 
pages  being  fed  instead  of  copied  as  a  single  sheet.  A  fee  of 
$200  has  been  determined  to  be  the  appropriate  price  for 
locating,  preparing,  copying  and  mailing  the  average  applica- 
tion. As  to  charging  based  upon  the  number  of  pages,  this 
suggestion  has  been  carefully  considered  but  has  not  been 
adopted.  In  order  to  improve  efficiency,  the  Office  needs  to 
have  a  procedure  which  will  generally  require  the  least 
communications  between  the  requester  and  the  Office.  If  a  flat 
$200  fee  is  charged  for  file  wrappers  with  fewer  than  400 
pages,  then  most  requesters  of  file  wrappers  can  pay  the  set  fee 
and  receive  their  order  without  any  additional  communication 
with  the  Office. When  the  file  wrapper  is  larger  than  400  pages, 
then  the  Office  either  will  have  to  receive  a  deposit  account 
authorization  for  any  fees  due  which  can  be  debited  or  request 
the  additional  money  from  the  requester.  Since  many  request- 
ers do  not  have  deposit  accounts  and  others  will  be  reluctant  to 
allow  any  charge  to  be  made  to  their  deposit  account  or  credit 
card,  having  a  system  where  the  Office  charges  a  set  fee  for 
most  orders  and  possibly  contacting  the  requester  to  obtain 
additional  fees  when  the  order  is  very  large  will  assist 
requesters  in  minimizing  the  risk  of  unexpectedly  large 
charges. 

Section  1.22:  Section  1.22(b)  is  amended  to  change  "should" 
to  "must"  because  the  Office  needs  fees  to  be  submitted  in  such 
a  manner  that  it  is  clear  for  which  purpose  the  fees  are  paid. 
Section  1.22(b)  is  also  amended  to  provide  that  the  Office  may 
return  fees  that  are  not  itemized  as  required  by  §  1.22(b),  and 
that  the  provisions  of  §  1.5(a)  do  not  apply  to  the  resubmission 
of  fees  returned  pursuant  to  §  1.22. 

Section  1.22  was  proposed  to  be  amended  to  add  §§  1.22(c)(1) 
and  (2)  to  define  by  rule  when  a  fee  had  been  paid,  such  as 
when  payment  is  made  by  authorization  to  charge  a  deposit 
account,  or  by  submission  of  a  check.  An  effect  of  the  rule 
change  would  have  been  to  change  the  treatment  for  refund 
purposes  of  payments  made  by  authorization  to  charge  a 
deposit  account.  The  proposed  amendment  will  not  be  made  as 
amendment  is  unnecessary  in  view  of  payment  receipt  dates 
already  being  governed  by  other  rules  (e.g.,  §§  1.6,  1.8  and 
1.10).  Notwithstanding  the  lack  of  amendment  to  §  1.22,  the 
Office  is  changing  in  one  aspect  its  treatment  of  authorizations 
to  charge  deposit  accounts  for  refund  purposes,  which  aspect  is 
not  explicitly  governed  by  other  rules.  The  Office  will  no 
longer  treat  authorizations  to  charge  a  deposit  account  as  being 
received  by  the  Office  as  of  the  date  that  the  deposit  account  is 
actually  debited  for  purposes  of  refund  payments  under  1 .26 
and  1.28.  As  of  the  effective  date  of  this  final  rule,  payment  by 
authorization  to  charge  a  deposit  account  will  be  treated  for 
refund  purposes  the  same  as  payments  by  other  means  (e.g., 
check  or  credit  card  charge  authorization),  with  each  being 
treated  as  paid  (for  refund  purposes)  on  the  date  of  receipt  in 
the  Office  as  defined  by  §  1.6  (Example  1).  The  advantage  of 
using  a  certificate  of  mailing  under  §  1.8  for  timely  reply  to  an 
Office  action,  while  using  the  date  of  receipt  by  the  Office  (§ 
1.6)  of  the  payment  for  refund  purposes,  will  be  retained 
(Example  2).  The  MPEP  will  be  revised  to  contain  the 
substance  of  the  formerly  proposed  amendment  to  §  1.22(c). 

Example  1 :  Payment  of  a  large  entity  basic  filing  fee  by 
authorization  to  charge  a  deposit  account  is  hand-carried  to  the 
Office  on  October  2,  2000.  The  deposit  account  is  debited  by 
the  Office  on  February  2,  2001.  A  request  for  refund  of  a 
portion  of  the  filing  fee,  based  on  a  request  for  small  entity 
status,  is  hand-carried  to  the  Office  on  March  30,  2001.  Under 
prior  practice,  the  request  for  refund  would  be  granted  as 
timely  submitted  within  two  months  of  debiting  of  the  deposit 
account.  Under  the  new  practice,  the  request  for  refund  would 


be  denied  as  untimely  made.  Applicant  would,  however,  under 
the  amended  rule,  have  three  months  (rather  than  two)  from  the 
October  2,  2000  payment  date  to  submit  the  refund  request. 

Example  2:  A  Notice  to  File  Missing  Parts  of  Application  was 
mailed  on  November  10,  2000,  requiring  a  large  entity  basic 
filing  fee  with  the  standard  period  for  reply  of  two  months.  A 
check  for  payment  of  the  large  entity  basic  filing  fee  is  mailed 
with  a  1.8  certificate  of  mailing  date  of  January  10,  2001,  and 
is  actually  received  in  the  Office  on  January  15,  2001.  Under 
prior  and  current  practice,  the  January  10,  2001  reply  to  the 
November  10,  20()0  Notice  to  File  Missing  Parts  of  Apphca- 
tion,  which  was  received  in  the  Office  on  January  15,  2001,  is 
a  timely  reply  without  the  need  for  an  extension  of  time  under 
§  1.136(a),  and  the  (new)  three-month  period  for  submission  of 
a  request  for  refund  based  on  smaU  entity  status  under 
amended  §  1.28(a)  would  expire  on  April  16,  2001  (April  15, 
2001  being  a  Sunday).  For  a  fee  payment  m.ade  by  auffioriza- 
tion  to  charge  a  deposit  account,  the  payment  is  also  timely  and 
results  in  the  same  expiration  for  the  refund  period.  For  express 
mail  fee  payments  under  §  1.10,  the  express  mail  date  is  the 
receipt  date  for  the  payment  and  calculating  the  three  month 
refund  period  and  not  the  actual  date  of  receipt  of  the  payment 
in  the  Office. 

Comment  9:  One  comment  requested  that  explicit  guidance  be 
provided  in  the  MPEP  as  to  what  would  constitute  a  suffi- 
ciently clear  statement  of  the  purpose  for  which  fees  are  being 
paid  under  §  1.22(b).  In  particular,  the  example  was  raised  as 
to  whether  a  statement  that  "filing  fees  were  being  paid"  would 
be  sufficient  if  the  fees  being  paid  included  both  a  basic  filing 
fee  and  an  additional  independent  claim  fee. 

Response:  The  comment  is  adopted.  The  MPEP  will  be  revised 
to  provide  examples  that  will  clarify  what  constitutes  a 
sufficiently  clear  statement.  The  intent  of  the  amendment  is  to 
encourage  a  better  explanation  by  applicants  so  that  Office 
employees  can  properly  account  for  the  payments  being  made 
by  applicants  and  not  to  find  ways  to  hold  a  statement  deficient. 
Specifically,  the  reference  to  filing  fees  would  be  sufficient  to 
cover  filing  fees  of  all  different  types  of  applications  and  all 
types  of  claims  fees. 

Comment  10:  One  comment  opposed  the  addition  of  §  1 .22(c), 
as  the  addition  was  confusing,  particularly  in  regard  to  §§  1.8 
and  I.IO  payments,  and  the  addition  was  not  necessary  to 
support  the  proposed  amendment  to  §  1.26(b)  for  a  two-year 
period  for  refunds  from  a  date  certain. 

Response:  The  comment  is  adopted  and  the  proposed  addition 
of  §  1.22(c)  will  not  be  made.  The  amendment  is  not  in  fact 
necessary  to  define  when  a  fee  has  been  paid,  in  view  of  the 
change  in  practice  regarding  treatment  of  deposit  account 
practices,  supra,  §§  1.8,  or  §  1.10,  and  the  actual  date  of  receipt 
(in  the  absence  of  §§  1.8  or  1.10  being  utilized).  The  MPEP 
will  be  modified  to  better  clarify  date  of  payments,  particularly 
as  refund  time  periods  are  impacted. 

Section  1.25:  Section  1.25(b)  is  amended  to  provide  that  an 
authorization  to  charge  fees  under  §  1.16  (which  relates  to 
national  application  filing  fees)  in  an  application  filed  under  35 
U.S.C.  371  will  be  treated  as  an  authorization  to  charge  fees 
under  §  1.492  (which  relates  to  national  stage  fees).  There  are 
many  instances  in  which  papers  filed  for  the  purpose  of 
entering  the  national  stage  under  35  U.S.C.  371  and  §  1.494  or 
§  1.495  include  an  authorization  to  charge  fees  under  §  1.16 
(rather  than  fees  under  1.492)  which  relates  to  national 
applications  under  35  U.S.C.  111.  In  such  instances,  the  Office 
treats  the  authorization  as  an  authorization  to  charge  fees  under 
§  1.492  since:  (1)  timely  payment  of  the  appropriate  national 
fee  under  §  1.492  is  necessary  to  avoid  abandonment  of  the 
application  as  to  the  United  States;  and  (2)  the  basic  filing  fee 
under  §  1.16  is  not  applicable  to  such  papers  or  applications. 
Therefore,  the  Office  is  changing  §  1.25(b)  to  place  persons 
filing  papers  to  enter  the  national  stage  under  35  U.S.C.  371 
and  §  1 .494  or  §  1 .495  on  notice  as  to  how  an  authorization  to 
charge  fees  under  §  1.16  will  be  treated. 

Section  1.25(b)  is  also  amended  to  provide  that  an  authoriza- 
tion to  charge  fees  set  forth  in  §  1.18  to  a  deposit  account  is 
subject  to  the  provisions  of  §  1.311(b),  and  to  bring  together 
the  two  sentences  relating  to  sufficient  funds. 

Comment  11:  See  comment  for  §  1.311. 
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Section  1.26:  The  OflBce  is  amending  the  rules  of  practice  to 
provide  that  all  requests  for  refund  must  be  filed  within 
specified  time  periods.  The  rules  of  practice  do  not  (other  than 
in  the  situation  in  which  a  request  for  refund  is  based  upon 
subsequent  entitlement  to  small  entity  status)  set  any  time 
period  (other  than  "a  reasonable  time")  within  which  a  request 
for  refund  must  be  filed.  In  the  absence  of  such  a  time  period. 
OflBce  fee  record  keeping  systems  and  business  planning  must 
account  for  the  possibility  that  a  request  for  refund  may  be 
filed  at  any  time,  including  many  years  after  payment  of  the  fee 
at  issue. 

The  new  two  year  limit  for  requesting  refunds  under  §  1.26 
will  be  applied  to  any  fee  paid  regardless  of  when  it  was  paid. 
The  two  year  time  period  for  requesting  a  refund  will  end  two 
years  and  sixty  days  from  the  date  of  publication  in  the  Federal 
Register  for  fees  paid  prior  to  sixty  days  from  the  date  of 
publication  in  the  Federal  Register,  or  two  years  from  payment 
of  the  fee  for  fees  paid  on  or  after  sixty  days  from  the  date  of 
publication  in  the  Federal  Register. 

It  is  a  severe  burden  on  the  OflBce  to  treat  a  request  for  refund 
filed  years  after  payment  of  the  fee  at  issue.  Since  Office  fee 
record  keeping  systems  change  over  time,  the  Office  must 
check  any  system  on  which  fees  for  the  application,  patent,  or 
trademark  registration  have  been  posted  to  determine  what  fees 
were  in  fact  paid.  In  addition,  changes  in  fee  amounts,  which 
usually  occur  on  October  1  of  each  year,  make  it  diflBcult  to 
determine  with  certainty  whether  a  fee  paid  years  ago  was  the 
correct  fee  at  the  time  and  under  the  condition  it  was  paid. 

Accounting  for  the  possibility  that  a  request  for  refund  may  be 
filed  years  after  payment  of  the  fee  at  issue  causes  business 
planning  problems.  Without  any  set  time  period  within  which 
a  request  for  refund  must  be  filed,  the  Office  must  maintain  fee 
records,  in  any  automated  fee  record  keeping  system  ever  used 
by  the  Office,  in  perpetuity.  Finally,  as  the  (DflBce  can  never  be 
absolutely  certain  that  a  submitted  fee  was  not  paid  by  mistake 
or  in  excess  of  that  required,  the  absence  of  such  a  time  period 
subjects  the  Office  to  unending  and  uncertain  financial  obliga- 
tions. 

Accordingly,  the  Office  is  amending  §  1.26  to  provide  non- 
extendable  time  periods  within  which  any  request  for  refund 
must  be  filed  to  be  timely. 

Section  1.26(a)  is  amended  by  dividing  its  first  sentence  into 
two  sentences.  Section  1.26(a)  is  further  amended  for  consis- 
tency with  35  U.S.C.  42(d)  (the  Office  "may  refund  any  fee 
paid  by  mistake  or  any  amount  paid  in  excess  of  that 
required").  Under  35  U.S.C.  42(d),  the  Office  may  refund:  (1) 
a  fee  paid  when  no  fee  is  required  (a  fee  paid  by  mistake);  or 
(2)  any  fee  paid  in  excess  of  the  amount  of  fee  that  is  required. 
See  Ex  parte  Grady,  59  USPQ  276,  277  (Comm'r  Pat.  1943) 
(the  statutory  authorization  for  the  refund  of  fees  under  the  "by 
mistake"  clause  is  applicable  only  to  a  mistake  relating  to  the 
fee  payment).  In  the  situation  in  which  an  applicant  or  patentee 
takes  an  action  "by  mistake"  (e.g.,  files  an  application  or 
maintains  a  patent  in  force  "by  mistake"),  the  submission  of 
fees  required  to  take  that  action  (e^,  a  filing  fee  submitted 
with  such  application  or  a  maintenance  fee  submitted  for  such 
patent)  is  not  a  "fee  paid  by  mistake"  within  the  meaning  of  35 
U.S.C.  42(d).  Section  1.26(a)  is  also  amended  to  revise  the 
"change  of  purpose"  provisions  to  read  "[a]change  of  purpose 
after  the  payment  of  a  fee,  as  when  a  party  desires  to  withdraw 
a  patent  or  trademark  fifing  for  which  the  fee  was  paid, 
including  an  application,  an  appeal,  or  a  request  for  an  oral 
hearing,  will  not  entitle  a  party  to  a  refund  of  such  fee." 

Section  1.26(a)  is  also  amended  to  change  the  sentence 
"[ajmounts  of  twenty-five  dollars  or  less  will  not  be  returned 
unless  specifically  requested  within  a  reasonable  time,  nor  will 
the  payor  be  notified  of  such  amount;  amounts  over  twenty- 
five  dollars  may  be  returned  by  check  or,  if  requested,  by  credit 
to  a  deposit  account"  to  "[t]he  Office  will  not  refund  amounts 
of  twenty-five  dollars  or  less  unless  a  refund  is  specifically 
requested,  and  will  not  notify  the  payor  of  such  amounts." 
Except  as  discussed  below,  the  Office  intends  to  continue  to 
review  submitted  fees  to  determine  that  they  have  not  been 
paid  by  mistake  or  in  excess  of  that  required,  and  to  sua  sponte 
refund  fees  (of  amounts  over  twenty-five  dollars)  determined 
to  have  been  paid  by  mistake  or  in  excess  of  that  required. 
Section  1.26(a),  however,  is  amended  to  eliminate  language 
that  appears  to  obligate  the  Office  to  sua  sponte  refund  fees  to 


be  consistent  with  the  provisions  of  §  1.26(b)  which  requires 
that  any  request  for  refund  be  filed  within  a  specified  time 
period. 

Section  1.26(a)  is  also  amended  to  facilitate  refunds  by 
electronic  funds  transfer.  Section  31001(x)  of  the  Omnibus 
Consolidated  Rescissions  and  Appropriations  Act  of  1996,Pub. 
L.  104-134,  110  Stat.  1321  (1996)  (the  Debt  Collection 
Improvement  Act  of  1996),  amended  31  U.S.C.  3332  to  require 
that  all  disbursements  by  Federal  agencies  (subject  to  certain 
exceptions  and  waivers)  be  made  by  electronic  funds  transfer. 
The  Department  of  the  Treasury  has  implemented  this  legisla- 
tion at  31  CFR  Part  208.  See  Management  of  Federal  Agency 
Disbursements.  Final  Rule  Notice,  63  FR  51489  (September 
25,  1998).Thus,  §  1.26(a)  is  amended  to  enable  the  Office  to: 
obtain  the  banking  information  necessary  for  making  refunds 
by  electronic  funds  transfer  in  accordance  with  31  U.S.C.  3332 
and  31  CFR  Part  208,  or  obtain  the  deposit  account  informa- 
tion to  make  the  refund  to  the  deposit  account,  or  to  have  the 
option  of  refunding  by  treasury  check. 

Specifically,  §  1.26(a)  is  also  amended  such  that  if  a  party 
paying  a  fee  or  requesting  a  refund  does  not  instruct  that 
refunds  be  credited  to  a  deposit  account,  the  Office  will  attempt 
to  make  the  refund  by  electronic  funds  transfer.  If  such  party 
does  not  provide  the  banking  information  necessary  for  mak- 
ing refunds  by  electronic  funds  transfer,  or  instruct  the  Office 
that  refunds  are  to  be  credited  to  a  deposit  account,  the 
Commissioner  may  either  require  such  banking  information  or 
use  the  banking  information  on  the  payment  instrument  to 
make  a  refund.  This  provision  will  authorize  the  Office  to:  (1) 
use  the  banking  information  on  the  payment  instrument  (e.g., 
a  personal  check  is  submitted  to  pay  the  fee)  when  making  a 
refund  due  to  an  excess  payment;  or  (2)  require  such  banking 
information  including  the  existence  of  a  deposit  account  in 
other  situations  (e^,  a  refund  is  requested  or  a  money  order  or 
certified  bank  check  is  submitted  contairung  an  excess  pay- 
ment). The  purpose  of  this  change  to  §  1.26(a)  is  to  encourage 
parties  to  submit  the  banking  information  necessary  for  mak- 
ing refunds  by  electronic  funds  transfer  (if  not  on  the  payment 
instrument)  up-front,  and  not  to  add  a  step  (requiring  such 
banking  information)  to  the  refund  process.  If  it  is  not 
cost-effective  to  require  the  banking  information  necessary  for 
making  refunds  by  electronic  funds  transfer,  the  Office  may 
either:  obtain  the  deposit  account  information,  or  simply  issue 
any  refund  by  treasury  check.  See  31  CPTl  208.4(f). 

Section  §  1.26(a)  also  provides  that  any  refund  of  a  fee  paid  by 
credit  card  will  be  by  a  credit  to  the  credit  card  account  to 
which  the  fee  was  charged.  The  Office  will  not  refund  a  fee 
paid  by  credit  card  by  Treasury  check,  electronic  funds 
transfer,  or  credit  to  a  deposit  account  (§  1.25). 

Section  1.26(b)  provides  that  any  request  for  refund  must  be 
filed  within  two  years  from  the  date  the  fee  was  paid,  except  as 
otherwise  provided  in  §  1.26(b)  or  in  §  1.28(a). 

Section  1.26(b)  also  provides  that  if  the  OflBce  charges  a 
deposit  account  by  an  amount  other  than  an  amount  specifi- 
cally indicated  in  an  authorization  (§  1.25(b)),  any  request  for 
refund  based  upon  such  charge  must  be  filed  within  two  years 
from  the  date  of  the  deposit  account  statement  indicating  such 
charge,  and  that  such  request  must  be  accompanied  by  a  copy 
of  that  deposit  account  statement.  This  provision  of  §  1.26(b) 
will  apply,  for  example,  in  the  following  types  of  situations:  (1) 
a  deposit  account  is  charged  for  an  extension  of  time  as  a  result 
of  there  being  a  prior  general  authorization  in  the  appUcation 
(§  1.136(a)(3));  or  (2)  a  deposit  account  is  charged  for  the 
outstanding  balance  of  a  fee  as  a  result  of  an  insufiBcient  fee 
being  submitted  with  an  authorization  to  charge  the  deposit 
account  for  any  additional  fees  that  are  due.  In  these  situations, 
the  party  providing  the  authorization  is  not  in  a  position  to 
know  the  exact  amount  by  which  the  deposit  account  will  be 
charged  until  the  date  of  the  deposit  account  statement  indi- 
cating the  amount  of  the  charge. 

Finally,  §  1.26(b)  provides  that  the  time  periods  set  forth  in  § 
1.26(b)  are  not  extendable. 

Section  1.27:  The  Office  is  simplifying  applicant's  request  for 
small  entity  status  under  §  1.27.  The  curtently  used  small  entity 
statement  forms  are  eliminated  as  they  are  no  longer  needed. 
Some  material  in  §  1.9  and  1.28  is  reorganized  into  §  1.27. 
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The  new  standard  for  asserting  a  claim  for  small  entity  status 
under  §  1.27  will  be  effective  on  the  date  of  publication  in  the 
Federal  Register. 

Small  entity  status  is  established  at  any  time  by  a  simple 
assertion  of  entitlement  to  small  entity  status.  The  previously 
required  statements,  which  include  a  formalistic  reference  to  § 
1 .9,  are  no  longer  required.  Payment  of  an  exact  small  entity 
basic  filing  (  1.16(a),  (f),  (g),  (h),  or  (k))  or  national  stage  ( 
1.492(a)(1),  (a)(2),  (a)(3),  (a)(4),  or  (a)(5))  fee  is  also  consid- 
ered an  assertion  of  small  entity  status.  This  is  so  even  if  the 
wrong  exact  basic  filing  or  national  fee  was  selected.  To 
establish  small  entity  status  after  payment  of  the  basic  filing  or 
national  stage  fee  as  a  non- small  entity,  a  written  assertion  of 
small  entity  status  is  required  to  be  submitted. 

The  parties  who  can  assert  small  entity  status  have  been 
expanded/liberalized  to  include  one  of  several  inventors  (rather 
than  all  the  inventors),  a  partial  assignee  (rather  than  all  the 
assignees),  or  any  attorney  or  agent  identified  in  §  1.33. 
Written  assertion  of  small  entity  status  and  the  filing  of  a 
written  assertion  are  not  necessarily  performed  by  the  same 
party.  Compare  §  1.27(c)(2)(ii)  with  §  1.27(c)(2)(iii). 

Other  clarifying  changes  are  made  including  a  transfer  of 
material  into  §  1.27  from  §  1.9  drawn  towards  definitions  of  a 
small  entity  and  from  1.28  drawn  towards:(l)  assertions  in 
related,  continuing  and  reissue  applications;  (2)  notification  of 
loss  of  entitlement  to  small  entity  status;  and  (3)  fraud  on  the 
Office  in  regard  to  establishing  small  entity  status  or  paying 
small  entity  fees. 

While  there  is  no  change  in  the  current  requirement  to  make  an 
investigation  in  order  to  determine  entitlement  to  small  entity 
status,  a  recitation  is  added  noting  the  need  for  a  determination 
of  entitlement  prior  to  an  assertion  of  status;  the  Office  is  only 
changing  the  ease  with  which  small  entity  status  could  be 
claimed  once  it  has  been  determined  that  a  claim  to  such  status 
is  appropriate. 

For  additional  changes  to  small  entity  requirements  see  §  1.28. 

Problem  and  Background:  Section  1.27  formerly  required 
that  a  request  for  small  entity  status  be  accompanied  by 
submission  of  an  appropriate  statement  that  the  party  seeking 
small  entity  status  qualified  in  accordance  with  former  §  1.9. 
Either  a  reference  to  former  §  1.9  or  a  specific  statement 
relating  to  the  former  provisions  of  §  1 .9  was  mandatory.  For 
a  small  business  concern,  the  small  business  concern  had  to 
either  state  that  exclusive  rights  remain  with  the  small  business 
concern,  or  if  not,  had  to  identify  the  party  to  which  some 
rights  had  been  transferred  so  that  the  party  to  which  rights 
have  been  transferred  could  submit  its  own  small  entity 
statement  (former  §  1.27(c)(l)(iii)).This  led  to  the  submission 
of  multiple  small  entity  statements  for  each  request  for  small 
entity  status  where  rights  in  the  invention  were  split.  In  part,  to 
ensure  that  at  least  the  reference  to  §  1.9  was  complied  with, 
the  Office  produced  four  types  of  small  entity  statement  forms 
(for  inventors,  small  business  concerns,  non-profit  organiza- 
tions, and  non-inventor  supporting  a  claim  by  another)  that 
included  the  required  reference  to  §  1 .9  and  specific  statements 
as  to  exclusive  rights  in  the  invention.  Where  an  application 
had  not  been  assigned  and  there  were  multiple  inventors,  each 
inventor  had  to  actually  sign  a  small  entity  statement,  the 
execution  of  which  must  have  all  been  coordinated  and 
submitted  concurrently.  Similarly,  coordination  of  execution 
and  submission  of  statements  were  needed  where  there  was 
more  than  one  assignee.  Additionally,  the  statement  forms 
relating  to  small  business  concerns  and  non-profit  organiza- 
tions had  to  be  signed  by  an  appropriate  official  empowered  to 
act  on  behalf  of  the  small  business  concern  or  non-profit 
organizations.  Refunds  of  non- small  entity  fees  could  only  be 
obtained  if  a  refund  was  specifically  requested  within  two 
months  of  the  payment  of  the  full  (non-small  entity)  fee  and 
was  supported  by  all  required  small  entity  statements.  See 
former  §  1.28(a)(1).  The  former  two-month  refund  window 
under  §  1.28  was  not  extendable. 

The  rigid  requirements  of  §§  1.27  and  1.28  led  to  a  substantial 
number  of  problems.  Applicants,  particularly  pro  se  applicants, 
did  not  always  recognize  that  a  particular  reference  to  former 
§  1.9  was  required  in  their  request  to  establish  small  entity 
status. They  believed  that  all  they  had  to  do  was  pay  the  small 
entity  fee  and  state  that  they  were  a  small  entity.  Further,  the 


time  required  to  ascertain  who  were  the  appropriate  officials  to 
sign  the  statement  and  to  have  the  statements  (referring  to 
former  §  1.9)  signed  and  collected  (where  more  than  one  was 
necessary),  resulted,  in  many  instances,  in  small  entities  having 
to  pay  the  higher  non-small  entity  fees  and  then  seek  a  refund. 
These  situations  resulted  in:  (1)  small  entity  applicants  also 
having  to  pay  additional  fees  (e.^,  surcharges  and  extension(s) 
of  time  fees  for  the  delayed  submission  of  the  small  entity 
statement  form);  (2)  additional  correspondence  with  the  Office 
to  perfect  a  claim  for  small  entity  status;  and  (3)  the  filing  of 
petitions  with  petition  fees  to  revive  abandoned  applications. 
This  increased  the  pendency  of  the  prosecution  of  the  appli- 
cation in  the  Office  and,  in  some  cases,  resulted  in  the  loss  of 
patent  term.  For  example,  under  former  procedures,  if  a  pro  se 
applicant  filed  a  new  application  with  small  entity  fees  but 
without  a  small  entity  statement,  the  Office  mailed  a  notice  to 
the  pro  se  applicant  requiring  the  full  basic  filing  fee  of  a 
non-small  entity.  Even  if  the  applicant  timely  filed  a  small 
entity  statement,  the  applicant  needed  to  timely  pay  the  small 
entity  surcharge  for  the  delayed  submission  of  the  small  entity 
statement  to  avoid  abandonment  of  the  application.  A  second 
example  was  a  non-profit  organization  paying  the  basic  filing 
fee  as  a  non-small  entity  because  of  difficulty  in  obtaining  the 
non-profit  small  entity  statement  form  signed  by  an  appropriate 
official.  In  this  situation,  a  refund  pursuant  to  §  1.26,  based  on 
establishing  status  as  a  small  entity,  could  only  be  obtained  if 
a  statement  under  §  1.27  and  the  request  for  a  refund  of  the 
excess  amount  were  filed  within  the  non-extendable  two- 
month  period  from  the  date  of  the  timely  payment  of  the  full 
fee.  A  third  example  was  an  application  filed  without  the  basic 
filing  fee  on  behalf  of  a  small  business  concern  by  a  practitio- 
ner who  included  the  standard  authorization  to  pay  additional 
fees.  The  Office  would  have  immediately  charged  the  non- 
small  entity  basic  filing  fee  without  specific  notification  thereof 
at  the  time  of  the  charge.  By  the  time  the  deposit  account 
statement  was  received  and  reviewed,  the  two-month  period 
for  refund  could  have  expired. 

Accordingly,  a  simpler  procedure  to  establish  small  entity 
status  will  reduce  processing  time  within  the  Office  and  will  be 
a  tremendous  benefit  to  small  entity  applicants  as  it  will 
eliminate  the  time-consuming  and  aggravating  processing 
requirements  that  were  mandated  by  the  former  rules.  Thus,  the 
instant  simplification  will  help  small  entity  applicants  to 
receive  patents  sooner  with  fewer  expenditures  in  fees  and 
resources  and  the  Office  can  issue  the  patent  with  fewer 
resources. 

Assertion  as  to  entitlement  to  small  entity  status;  assertion 
by  writing:  The  Office  will  now  allow  small  entity  status  to  be 
established  by  the  submission  of  a  simple  written  assertion  of 
entitlement  to  small  entity  status.  The  former  formal  require- 
ments of  §  1.27,  which  included  a  reference  to  either  former  § 
1.9,  or  to  the  exclusive  rights  in  the  invention,  are  eliminated. 

The  written  assertion  is  not  required  to  be  presented  in  any 
particular  form.  Written  assertions  of  small  entity  status  or 
references  to  small  entity  fees  will  be  liberally  interpreted  to 
represent  the  required  assertion.  The  written  assertion  can  be 
made  in  any  paper  filed  in  or  with  the  application  and  need  be 
no  more  than  a  simple  sentence  or  a  box  checked  on  an 
application  transmittal  letter  or  reply  cover  sheet.  It  is  the 
intent  of  the  Office  to  modify  its  application  transmittal  forms 
to  provide  for  such  a  check  box.Accordingly.  small  entity 
status  can  be  established  without  submission  of  any  of  the 
former  small  entity  statement  forms  (PTO/SB/09-12)  that 
embody  and  comply  with  the  former  requirements  of  §  1.27 
and  which  were  previously  used  to  establish  small  entity  status. 
Practitioners  may,  of  course,  continue  to  use  such  forms  or 
similar  forms  if  they  believe  small  entity  forms  serve  an 
educational  purpose  for  their  clients. 

Assertion  by  Payment  of  Small  Entity  Basic  Filing  or  Basic 
National  Fee:  The  payment  of  an  exact  small  entity  basic  filing 
(§§  1.16(a).  (f),  (g),  (h),  or  (k))  or  basic  national  fee  (§§ 
1.492(a)(1),  (a)(2),  (a)(3),  (a)(4),  or  (a)(5))  is  also  considered 
to  be  a  sufficient  assertion  of  entitlement  to  small  entity  status. 
An  applicant  filing  a  patent  application  and  paying  an  exact 
small  entity  basic  filing  or  basic  national  fee  automatically 
establishes  small  entity  status  for  the  application  even  without 
any  further  written  assertion  of  small  entity  status.  This  is  so 
even  if  an  applicant  inadvertently  selects  the  wrong  type  of 
small  entity  basic  filing  or  basic  national  fee  for  the  application 
being  filed.  If  small  entity  status  was  not  established  when  the 
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basic  filing  or  basic  national  fee  was  paid,  such  as  by  payment 
of  a  large  entity  basic  filing  or  basic  national  fee,  a  later  claim 
to  small  entity  status  requires  an  (actual)  written  assertion. 
Payment  of  a  small  entity  fee  other  than  a  small  entity  basic 
filing  or  basic  national  fee  (e.g.,  extension  of  time,  or  issue  fee) 
without  inclusion  of  a  written  assertion  is  not  sufficient. 

Even  though  applicants  can  assert  small  entity  status  only  by 
payment  of  an  exact  small  entity  basic  filing  or  basic  national 
fee,  the  Office  encourages  applicants  to  also  file  a  written 
assertion  of  small  entity  status  as  well  as  pay  the  exact  amount 
of  the  small  entity  basic  fifing  or  basic  national  fee.  To  that  end, 
the  Office  intends  to  amend  the  application  transmittal  forms 
(PTO/SB/05.  PTO/SB/18,  PTO/SB/19)  to  include  a  check  box 
that  can  be  used  as  a  written  assertion  of  small  entity  status.  A 
written  assertion  will  provide  small  entity  status  should  appli- 
cant fail  to  pay  the  exact  small  entity  basic  filing  or  basic 
national  fee.  The  limited  provision  providing  for  small  entity 
status  by  payment  of  an  exact  small  entity  basic  filing  or  basic 
national  fee  is  only  intended  to  act  as  a  safety  net  to  avoid 
possible  financial  loss  to  inventors  or  small  businesses  that 
qualify  for  small  entity  status.  As  noted  in  the  discussion 
relating  to  §  1.33(a),  one  may  not  wish  to  solely  rely  upon  use 
of  a  written  assertion  and  pay  the  exact  amount  of  the  basic 
filing  or  basic  national  fee,  particularly  for  assignees  and 
submissions  by  one  of  the  inventors,  after  an  executed  oath  or 
declaration  under  §  1.63  has  been  submitted. 

Caution:  Even  though  small  entity  status  is  accorded  where 
the  wrong  type  of  small  entity  basic  filing  fee  or  basic  national 
fee  is  selected  but  the  exact  amount  of  the  fee  is  paid,  applicant 
still  needs  to  pay  the  correct  small  entity  amount  for  the  basic 
filing  or  basic  national  fee  where  selection  of  the  wrong  type  of 
fee  results  in  a  deficiency.  While  an  accompanying  general 
authorization  to  charge  any  additional  fees  suffices  to  pay  the 
balance  due  of  the  proper  small  entity  basic  fifing  or  basic 
national  fee,  specific  authorizations  to  charge  fees  under  §  1.17 
or  extension  of  time  fees  do  not  suffice  to  pay  any  balance  due 
of  the  proper  small  entity  basic  filing  or  basic  national  fee 
because  they  do  not  actually  authorize  payment  of  small  entity 
amounts. 

Examples:  Applications  under  35  U.S.C.  llKa):  If  an  applicant 
were  to  file  a  utifity  application  under  35  U.S.C.  111(a),  yet 
only  pay  the  exact  small  entity  amount  for  a  design  appfication 
(currently  the  small  entity  filing  fees  for  utifity  and  design 
applications  are  $345  and  $155,  respectively),  small  entity 
status  for  the  utifity  application  would  be  accorded.  See  the 
following  examples: 

(1)  Where  the  utility  application  under  35  U.S.C.  111(a)  was 
filed  inadvertently  with  the  exact  small  entity  basic  filing  fee 
for  a  design  appfication  rather  than  for  a  utility  application  and 
an  authorization  to  charge  the  filing  fee  was  not  present,  the 
Office  would  accord  small  entity  status  and  mail  a  Notice  to 
File  Missing  Parts  of  Application,  requiring  the  $190  differ- 
ence between  the  smaU  entity  utility  application  filing  fee 
owed  and  the  small  entity  design  appfication  fifing  fee  actually 
paid  plus  a  small  entity  surcharge  (of  $65)  for  the  late 
submission  of  the  correct  fifing  fee. 

(2)  Where  the  utility  application  under  35  U.S.C.  111(a)  was 
filed  without  any  filing  fee  but  the  $155  exact  small  entity 
filing  fee  for  a  design  application  was  inadvertently  paid  in 
reply  to  a  Notice  to  File  Missing  Parts  of  Appfication,  small 
entity  status  would  be  established  even  though  the  correct 
small  entity  filing  fee  for  a  utility  application  was  not  fully 
paid.  While  the  Office  would  notify  applicant  of  the  remaining 
amount  due,  including  the  need  for  a  smaU  entity  surcharge  in 
view  of  the  deficiency  in  the  filing  fee,  the  period  for  reply  to 
pay  the  correct  small  entity  utility  basic  filing  fee  and  sur- 
charge would,  however,  continue  to  run.  Small  entity  exten- 
sions of  time  under  §  1.136(a)  would  be  needed  for  the  later 
submission  of  the  $190  difference  between  the  $345  small 
entity  utility  basic  fifing  fee  owed  and  the  $155  small  entity 
design  filing  fee  inadvertently  paid  as  well  as  the  small  entity 
surcharge.  If  there  was  an  authorization  to  charge  a  deposit 
account  in  the  reply  to  the  Notice,  the  $190  difference  would 
have  been  charged  along  with  the  small  entity  $65  surcharge 
and  the  period  for  reply  to  the  Notice  to  File  Missing  Parts  of 
Appfication  would  not  continue  to  run. 

Applications  entering  the  national  stage  under  35  U.S.C.  371: 
Section  1.492(a)  sets  forth  five  (5)  different  basic  national  fee 
amounts  which  apply  to  different  situations.  If  an  applicant 


pays  a  basic  national  fee  which  is  the  exact  small  entity  amount 
for  one  of  the  fees  set  forth  in  §  1 .492(a),  but  not  the  particular 
fee  which  applies  to  that  appfication,  the  applicant  wiU  be 
considered  to  have  made  an  assertion  of  small  entity  status. 
This  is  true  whether  the  fee  paid  is  higher  or  lower  than  the 
actual  fee  required.  See  the  following  examples. 

(1)  An  applicant  pays  $485  (the  small  entity  amount  due  under 
§  1.492(a)(3),  where  the  United  States  was  neither  the  Inter- 
national Searching  Authority  (ISA)  nor  the  International  Pre- 
liminary Examining  Authority  (IPEA)  and  the  search  report 
was  not  prepared  by  the  European  Patent  Office  (EPO)  or 
Japanese  Patent  Office  (JPO))  when  in  fact  the  required  small 
entity  fee  is  $420  under  §  1.492(a)(5),  because  the  JPO  or  EPO 
prepared  the  search  report.  The  applicant  will  be  considered  to 
have  made  the  assertion  of  small  entity  status.  The  office  will 
apply  $420  to  the  payment  of  the  basic  national  stage  fee  and 
refund  the  overpayment  of  $65. 

(2)  An  appficant  pays  $420  (the  small  entity  fee  due  under  § 
1.492(a)(5)  where  the  search  report  was  prepared  by  the  EPO 
or  JPO).  In  fact,  the  search  report  was  prepared  by  the 
Australian  Patent  Office  and  no  preliminary  examination  fee 
was  paid  to  the  United  States  Patent  and  Trademark  Office. 
Thus,  the  required  smafi  entity  fee  is  $485  under  §  1.492(a)(3). 
The  applicant  will  be  considered  to  have  made  the  assertion  of 
small  entity  status.  If  the  applicant  has  authorized  payment  of 
fee  deficiencies  to  a  deposit  account,  the  Office  will  charge  the 
$65  to  the  deposit  account  and  apply  it  and  the  $420  to  the 
basic  national  fee.  If  there  is  no  authorization  or  there  are 
insufficient  funds  in  the  deposit  account,  the  basic  national  fee 
payment  is  insufficient  and  the  balance  is  due.  If  the  balance  is 
not  provided  before  20  or  30  months  from  the  priority  date  has 
expired,  the  appfication  will  be  abandoned. 

If  payment  is  attempted  of  the  proper  type  of  basic  filing  or 
basic  national  fee  (applicant  correctly  identifies  the  type  of  fee 
for  the  type  of  application  being  filed),  but  the  amount  of  the 
fee  paid  ils  not  the  exact  smaU  entity  fee  required  (an  incorrect 
fee  amount  is  supplied)  and  a  written  assertion  of  small  entity 
status  is  not  present,  small  entity  status  will  not  be  accorded. 
The  Office  will  mail  a  notice  of  insufficient  basic  filing  or  basic 
national  fee  with  a  surcharge  due  as  in  prior  practice  if  an 
authorization  to  charge  the  basic  filing  or  basic  national  fee  is 
not  present.  The  Office  does  not  consider  a  basic  filing  or  basic 
national  fee  submitted  in  an  amount  above  the  correct  fee 
amount,  but  below  the  non-small  entity  fee  amount,  as  a 
request  to  establish  small  entity  status  unless  an  additional 
written  assertion  is  also  present.  The  submission  of  a  basic 
filing  or  basic  national  fee  below  the  correct  fee  amount  also 
does  not  serve  to  establish  small  entity  status. 

Where  an  appfication  is  originally  filed  by  a  party,  who  is  in 
fact  a  small  entity,  with  an  authorization  to  charge  fees 
(including  basic  fifing  or  national  fees)  and  there  is  no 
indication  (assertion)  of  entitlement  to  small  entity  status 
present,  that  authorization  is  not  sufficient  to  establish  small 
entity  status  unless  the  authorization  is  specifically  directed  to 
small  entity  basic  filing  or  basic  national  fees.  The  general 
authorization  to  charge  fees  will  continue  to  be  acted  upon 
immediately  and  the  full  (not  small  entity)  basic  filing  or  basic 
national  fees  will  be  charged.  Appficant  will  have  three  months 
to  request  a  refund  by  asserting  entitlement  to  small  entity 
status.  This  is  so  even  if  the  application  is  a  continuing 
application  where  small  entity  status  had  been  estabfished  in 
the  prior  application. 

Parties  who  can  assert  entitlement  to  small  entity  status  by 
writing:  The  parties  who  can  assert  entitlement  to  small  entity 
status  by  writing  includes  aU  parties  permitted  by  §  1.33(b)  to 
file  a  paper  in  an  application.  This  eliminates  the  additional 
requirement  of  obtaining  the  signature  of  an  appropriate  party 
other  than  the  party  prosecuting  the  application.  By  way  of 
example,  in  the  case  of  three  pro  se  inventors  for  a  particular 
application,  the  three  inventors  upon  filing  the  application  can 
submit  a  written  assertion  of  entitlement  to  small  entity  status 
and  thereby  estabfish  small  entity  status  for  the  application.  For 
small  business  concerns  and  non-profit  organizations,  the 
practitioner  can  supply  the  assertion  rather  than  require  an 
appropriate  official  of  the  small  business  concern  or  organiza- 
tion to  execute  a  small  entity  statement  form.  In  addition,  a 
written  assertion  of  entitlement  to  small  entity  status  can  be 
made  by  one  of  several  inventors  or  a  partial  assignee.  Former 
practice  did  not  require  an  assignee  asserting  small  entity 
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status  to  submit  a  §  3.73(b)  certification,  and  such  certification 
is  not  now  required  under  the  current  revision  either  for  partial 
assignees  or  for  an  assignee  of  the  entire  right,  title,  and 
interest. 

Inventors  asserting  small  entity  status:  Any  inventor  (of 
record)  is  permitted  to  submit  a  written  assertion  of  small 
entity  status,  including  individuals  identified  as  inventors  but 
who  are  not  officially  named  of  record  as  an  executed  §  1.63 
oath/declaration  has  not  yet  been  submitted.  See  §  1.41(a)(1). 
Where  an  application  is  filed  without  an  executed  oath/ 
declaration  pursuant  to  §  1.53(f),  the  Office  will  accept  the 
written  assertion  of  an  individual  who  has  merely  been 
identified  as  an  inventor  on  filing  of  the  application  (e.g., 
application  transmittal  letter)  as  opposed  to  having  to  be 
named  as  an  inventor  by  the  filing  of  an  executed  §  1.63  oath 
or  declaration  (§§  1.41(a)(1)).  Sections  1.4(d)(2)  and  10.18(b) 
are  seen  as  sufficient  basis  to  permit  any  individual  to  provide 
a  written  assertion  so  long  as  the  individual  identifies  himself 
or  herself  as  an  inventor.  An  actual  inventor  who  has  not  been 
identified  as  an  inventor  (e.g.,  by  way  of  application  transmittal 
letter)  or  named  as  an  inventor  (i^,  executed  §  1.63  oath  or 
declaration)  in  the  file  record  may  not  file  a  written  assertion  as 
to  small  entity  entitlement. 

Where  a  §  1.63  oath  or  declaration  is  later  filed,  any  original 
written  assertion  as  to  small  entity  status  (which  has  been 
submitted  to  the  Office  by  an  appropriate  party  under  § 
1.33(b))  will  remain  unless  changed  by  an  appropriate  party 
under  §  1.27(0(2).  Where  a  later-filed§  1.63  oath  or  declaration 
sets  forth  an  inventive  entity  that  does  not  include  the  person 
who  initially  was  identified  as  an  inventor  and  who  asserted 
small  entity  status,  small  entity  status  will  also  remain. 

A  distinction  exists,  however,  as  to  who  can  file  a  written 
assertion  of  entitlement  to  small  entity  status  once  the  written 
assertion  is  signed.  Sections  1.27(c)(2)(ii)  and  1.33(b)  permit 
one  of  several  inventors  to  file  as  well  as  sign  a  written 
assertion.  The  same  is  not  true  for  a  partial  assignee.  Section 
1.27(c)(2)(iii).  While  a  partial  assignee  may  sign  a  written 
assertion,  the  written  assertion  must  be  filed  by  an  appropriate 
party  under  §  1.33(b). 

Parties  who  can  assert  entitlement  to  small  entity  status  by 
payment  of  basic  filing  or  national  fee:  Where  small  entity 
status  is  sought  by  way  of  payment  of  the  basic  filing  or  basic 
national  fee,  any  party,  such  as  a  partial  assignee,  may  submit 
payment,  such  as  by  check,  and  small  entity  status  will  be 
accorded. 

Policy  Considerations:  Office  policy  and  procedures  already 
permit  establishment  of  small  entity  status  in  certain  applica- 
tions through  simplified  procedures.  For  example,  small  entity 
status  previously  could  be  established  in  a  continuing  or 
reissue  application  simply  by  payment  of  the  small  entity  basic 
filing  fee  if  the  prior  application/patent  had  small  entity  status. 
See  former  §  1 .28(a)(2).  The  instant  concept  of  payment  of  the 
small  entity  basic  statutory  filing  fee  to  establish  small  entity 
status  in  a  new  application  is  merely  a  logical  extension  of  that 
practice. 

There  may  be  some  concern  that  elimination  of  the  small  entity 
statement  forms  will  result  in  applicants  who  are  not  actually 
entitled  to  small  entity  status  requesting  such  status.  On 
balance,  it  seems  that  the  requirements  produce  more  errors 
where  small  entity  applicants  who  are  entitled  to  such  status 
run  afoul  of  procedural  hurdles  created  by  the  former  require- 
ments of  §  1.27  than  the  requirements  prevent  status  claims  for 
those  who  are  not  in  fact  entitled  to  such  status. 

Continued  Obligations  for  Thorough  Investigation  of  Small 
Entity  Status:  Applicants  should  not  confuse  the  fact  that  the 
Office  is  making  it  easier  to  assert  small  entity  status  with  the 
need  to  do  a  complete  and  thorough  investigation  before  an 
assertion  is  made  that  they  do,  in  fact,  qualify  for  small  entity 
status.  It  should  be  clearly  understood  that,  even  though  it 
is  much  easier  to  assert  and  thereby  establish  small  entity 
status,  applicants  will  continue  to  need  to  make  a  full  and 
complete  investigation  of  all  facts  and  circumstances  before 
making  a  determination  of  actual  entitlement  to  small 
entity  status.  Where  entitlement  to  small  entity  status  is 
uncertain,  it  should  not  be  claimed.  See  MPEP  509.03.  The 
assertion  of  small  entity  status  (even  by  mere  payment  of  the 
exact  small  entity  basic  filing  fee)  is  not  appropriate  until  such 


an  investigation  has  been  completed.  Thus,  in  the  previous 
example  of  the  three  pro  se  inventors,  before  one  of  the 
inventors  pays  the  small  entity  basic  filing  or  basic  national  fee 
to  establish  small  entity  status,  the  single  inventor  asserting 
entitlement  to  small  entity  status  needs  to  check  with  the  other 
two  inventors  to  determine  whether  small  entity  status  is 
appropriate. 

If  small  entity  status  is  desired  on  the  basis  that  the  entity  is  a 
small  business  concern,  the  investigation  should  include  a 
review  of  whether  the  business  is  a  small  business  concern  as 
defined  by  section  3  of  the  Small  Business  Act  (Pubfic  Law 
85-536  as  amended  by  Public  Law  106-50).  Review  of  whether 
the  business  is  a  "concern"  as  the  term  is  used  in  the 
regulations  promulgated  by  the  Small  Business  Administration 
at  13  CFR  121  is  also  appropriate.  Applicants  should  recognize 
that  more  is  involved  than  merely  determining  that  the  number 
of  employees  of  the  business  does  not  exceed  a  numerical  cap. 
While  13  CFR  121.802  specifically  addresses  the  size  stan- 
dards for  paying  reduced  patent  fees,  it  is  emphasized  that  the 
provisions  of  general  apphcability  set  forth  in  13  CFR  121  also 
apply.  Thus,  the  definition  of  "business  concern"  set  forth  in  13 
CFR  121.105,  the  provisions  regarding  what  is  an  affiliation  as 
set  forth  in  13  CFR  121.103,  and  the  provisions  on  the  manner 
in  which  the  number  of  employees  should  be  calculated  as  set 
forth  in  13  CFR  121.106  are  all  read  into  13  CFR  121.802. 
Additionally,  if  the  business  has  assigned,  granted,  conveyed 
or  licensed  (or  is  under  an  obligation  to  do  so)  any  rights  in  the 
invention  to  others  directly  or  indirecdy,  the  same  review  for 
each  other  entity  would  also  be  appropriate. 

Furthermore,  once  status  as  a  small  entity  has  been  established 
in  an  application,  a  new  determination  of  entitlement  to  small 
entity  status  is  needed  when  the  issue  fee  is  due  and  when  any 
maintenance  fee  is  due.  It  should  be  appreciated  that  the  costs 
incurred  in  appropriately  conducting  the  initial  and  subsequent 
investigations  may  outweigh  the  benefit  of  claiming  small 
entity  status.  For  some  applicants  it  may  be  desirable  to  file  as 
a  large  entity  (by  not  filing  a  small  entity  statement  and  by 
submitting  large  entity  fees)  rather  than  undertaking  the 
appropriate  investigations  which  may  be  both  difficult  and 
time-consuming. 

The  intent  of  §  1.27  is  that  the  person  making  the  assertion  of 
entitlement  to  small  entity  status  is  the  person  in  a  position  to 
know  the  facts  about  whether  or  not  status  as  a  small  entity  can 
be  properly  established.  That  person,  thus,  has  a  duty  to 
investigate  the  circumstances  surrounding  entitlement  to  small 
entity  status  to  the  fullest  extent.Therefore,  while  the  Office  is 
interested  in  making  it  easier  to  claim  small  entity  status,  it  is 
important  to  note  that  small  entity  status  must  not  be  claimed 
unless  the  person  or  persons  can  unequivocally  make  the 
required  self-certification.  Sections  1.27(h)(1)  and  (2)  recite 
former  provisions  in  §§  1.28(d)(1)  and  (2)  relating  to  fraud 
practiced  on  the  Office. 

Consistent  with  §  1.4(d)(2),  the  payment  of  a  small  entity  basic 
filing  or  national  fee  constitutes  a  certification  under  10.18(b). 
Thus,  a  simple  payment  of  the  small  entity  basic  filing  or  basic 
national  fee,  without  a  specific  written  assertion,  activates  the 
provisions  of  §  1.4(d)(2)  and,  by  that,  invokes  the  self- 
certification  requirement  set  forth  in  §  10.18(b),  regardless  of 
whether  the  party  is  a  practitioner  or  non-practitioner. 

Clarification  of  Need  for  Investigation:  Section  1.27(f)  is 
clarified  by  explicitly  providing  that  a  determination  "should" 
be  made  of  entitlement  to  small  entity  status  according  to  the 
requirement  set  forth  in  §  1.27(a)  prior  to  asserting  small  entity 
status.The  need  for  such  a  determination  of  entitlement  to 
small  entity  status  prior  to  assertion  of  small  entity  status  is  set 
forth  in  terms  of  that  there  "should"  be  such  a  determination, 
rather  than  that  there  "must"  be  such  a  determination.  In  view 
of  the  ease  with  which  small  entity  status  will  now  be 
obtainable,  it  is  deemed  advisable  to  provide  an  explicit 
direction  that  a  determination  of  entitlement  to  small  entity 
status,  pursuant  to  §  1.27(a),  should  be  made  before  its 
assertion.  Consideration  was  given  to  making  the  need  for  a 
determination  a  requirement  rather  than  advisory;  however,  the 
decision  was  made  to  make  it  advisory,  particularly  in  view  of 
the  following  possible  scenario:  One  of  three  inventors  submits 
a  written  assertion  of  entitlement  to  small  entity  status  without 
making  any  determination  of  entitlement  to  such  status,  such  as 
by  checking  with  the  other  two  inventors  to  see  if  they  have 
assigned  any  rights  in  the  invention.  Small  entity  status  is 
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proper  at  the  time  asserted  notwithstanding  the  lack  of  a  proper 
determination.  If  the  determination  is  set  forth  as  a  requirement 
("must"),  the  lack  of  such  a  determination  might  act  to  cause 
an  unduly  harsh  result  where  small  entity  status  was  in  fact 
appropriate  and  the  failure  to  check  prior  to  assertion  is 
innocent.  It  is  recognized  that  the  use  of  "should"  may  cause 
concern  that  a  cavalier  approach  to  asserting  entitlement  to 
small  entity  status  may  be  taken  by  encouraging  some  who  are 
asserting  status  not  to  make  a  complete  determination  as  the 
determination  is  not  set  forth  as  being  mandatory.  On  balance, 
it  is  thought  that  the  use  of  "should"  will  lead  to  more  equitable 
results.  The  danger  of  encouraging  the  assertion  of  small  entity 
status  without  a  prior  determination  as  to  qualification  for 
small  entity  status  is  thought  to  be  small,  because  if  the  status 
turns  out  to  be  improper,  the  lack  of  a  prior  determination  may 
result  in  a  failure  to  meet  the  lack  of  deceptive  intent 
requirements  under  §  1.27(h)  or  §  1.28(c).  The  Office  has  noted 
that  any  attempt  to  improperly  establish  status  as  a  small  entity 
will  be  viewed  as  a  serious  matter.  See  MPEP  509.03. 

Removal  of  Status:  Section  1.27(g)(2)  is  also  clarified  by 
providing  that  once  small  entity  status  is  established  in  an 
application,  any  change  in  status  from  small  to  large  entity  also 
requires  a  specific  written  assertion  to  that  extent,  rather  than 
only  payment  of  a  large  entity  fee.  similar  to  current  practice. 
For  example,  when  paying  the  issue  fee  in  an  application  that 
has  previously  been  accorded  small  entity  status  and  the 
required  new  determination  of  continued  entitlement  to  small 
entity  status  reveals  that  status  has  been  lost,  applicant  should 
not  just  simply  pay  the  large  issue  fee  or  cross  out  the  recitation 
of  small  entity  status  on  the  returned  copy  of  the  notice  of 
allowance  (PTOL-85(b)),  but  should  submit  a  separate  paper 
requesting  removal  of  small  entity  status  pursuant  to  § 
1.27(g)(2). 

Correction  of  any  inadvertent  and  incorrect  establishment  of 
small  entity  status  is  by  way  of  a  paper  under  §  1.28(c)  as  in 
former  practice. 

Paragraph  by  paragraph  analysis:  Section  1.27  is  amended: 
(1)  in  its  title  to  reflect  placement  of  the  definitions  for  small 
entities  in  the  section  (transferred  from  former  §  1 .9(f)).  (2)  to 
indicate  that  an  establishment  of  small  entity  status  permits  the 
payment  of  small  entity  fees,  and  (3)  to  reflect  transfer  of 
subject  matter  from  §  1.28  relating  to  determination  of 
entitlement  to  and  notification  of  loss  of  entitlement  to  small 
entity  status,  and  fraud  on  the  Office. 

Section  1 .27  is  amended  to  provide  the  definition  of  who  can 
qualify  to  pay  small  entity  fees:  the  amendments  (1)  define  a 
"person"  to  include  inventors  and  also  noninventors  holding 
rights  in  the  invention;  (2)  explain  that  qualification  depends 
on  whether  any  rights  in  the  invention  were  transferred  and  to 
whom;  (3)  provide  that  a  license  by  a  person  to  the  Govern- 
ment under  certain  situations  does  not  bar  entitlement  to  small 
entity  status. 

Section  1.27(a)  contains  the  subject  matter  relating  to  defini- 
tions of  small  entities:(l)  persons,  (2)  small  business  concerns; 
and  (3)  nonprofit  organizations,  in  one  paragraph  rather  than 
previously  in  §§  1.9(c)  through  (e).  The  expression  "indepen- 
dent inventor"  of  former  §  1.9(c)  is  replaced  with  the  term 
"person"  in  current  §  1.27(a)(1)  (and  other  paragraphs  of  this 
section).  The  term  "person"  in  §  1.27(a)  includes  individuals 
who  are  inventors  and  also  individuals  who  are  not  inventors 
but  who  have  been  transferred  some  right  or  rights  in  the 
invention.  This  clarifies  that  individuals  who  are  not  inventors 
but  who  have  rights  in  the  invention  are  covered  by  the 
provisions  of  §  1.27. 

Sections  1.27(a)(2)(i)  and  (a)(3)(i)  retain  the  requirement  of 
former  §  1.27  that  in  order  for  small  entity  businesses  and 
nonprofit  organizations  to  remain  entitled  to  small  entity  status, 
they  must  not  in  some  manner  transfer  or  be  under  an 
obligation  to  transfer  any  rights  in  the  invention  to  any  party 
that  would  not  qualify  for  small  entity  status.  The  absence  of 
this  requirement  from  former  §  1.9(d)  and  (e)  (small  business 
concern  and  nonprofit  organization,  respectively),  notwith- 
standing its  presence  in  former  §  1.9(c)  (independent  inventor), 
led  to  confusion  as  to  the  existence  of  such  a  requirement  for 
small  businesses  concerns  and  nonprofit  organizations.  Former 
§  1 .9(d)  and  (e),  where  this  requirement  was  absent,  have  been 


deleted  and  it  is  now  made  clear  that  these  rights  transfer 
requirement  applies  to  all  parties  (independent  inventors,  small 
business  concerns  and  nonprofit  organizations,  respectively). 

Section  §  1.27(a)(2)(ii)  has  the  term  "size"  removed  from  the 
reference  to  standards  set  by  the  SBA  as  possibly  misleading  as 
the  SBA  standards  for  entitlement  to  small  entity  status  for 
small  businesses  require  more  than  a  size  determination. 

Section  1.27(a)(4)(i)  provides  a  new  exception,  relating  to  the 
granting  of  a  license  to  the  U.S.  Government  by  a  person,  that 
results  from  a  particular  rights  determination.  Such  a  license 
would  not  bar  entitlement  to  small  entity  status.  Similarly,  § 
1.27  (a)(4)(ii)  has  transferred  to  it  (from  former  §§  1.27(c)(2) 
and  (d)(2))  the  current  exceptions  relating  to  a  licence  to  a 
Federal  agency  by  a  small  business  or  a  nonprofit  organization 
resulting  from  a  particular  funding  agreement. 

Sections  1.27(b)  through  (e)  are  reformatted  and  amended  to 
recite  "assertion"  as  a  new  means  for  establishing  small  entity 
status  to  replace  "statement,"  and  new  Sections  1.27  (f),  (g)(1) 
and  (g)(2),  and  (h)  are  added. 

Section  1.27(c)  is  reformatted  to  add  §§  1.27(c)(1)  through 
(c)(4). 

Section  1.27(c)(1)  permits  assertion  of  small  entity  status  by  a 
writing  that  is  clearly  identifiable  (§  1.27(c)(l)(i)),  is  signed  (§ 
1.27(c)(l)(ii)),  and  conveys  the  concept  of  small  entity  status 
without  the  need  for  specific  words  but  with  a  clear  indication 
of  an  intent  to  assert  entitlement  to  small  entity  status  (§ 
1.27(c)(l)(iii)). 

Section  1.27(c)(2)  makes  submission  of  a  written  assertion  to 
obtain  small  entity  status  easier  in  view  of  increased  categories 
of  parties  who  could  sign  and  file  such  a  paper. The  parties  who 
can  sign  the  written  assertion  are  identified  as:  one  of  the 
parties  who  can  currently  submit  a  paper  under  §  1.33(b)  (  § 
1.27(c)(2)(i)),  at  least  one  of  the  individuals  identified  as  an 
inventor  (even  though  a  §  1.63  executed  oath  or  declaration  has 
not  been  filed)  (  §  1.27(c)(2)(ii))  rather  than  all  the  inventors 
(applicants)  as  required  by  §  1.33(b)(4)  for  other  types  of 
papers,  or  a  partial  assignee  (§  1.27(c)(2)(iii))  rather  than  all 
the  partial  assignees  and  any  applicant  retaining  an  interest  as 
required  by  §  1.33(b)(3)  for  other  types  of  papers.  A  3.73(b) 
certification  is  not  required  for  an  assignee  under  either  §§ 
1.27(c)(2)(i)  or  (iii).  The  parties  who  can  file  the  signed  written 
assertion  include  any  one  of  the  identified  inventors  (§ 
1.27(c)(2)(ii)),  but  not  a  partial  assignee  (§  1.27(c)(2)(iii)) 
unless  resort  is  made  to  a  party  identified  under  §  1.33(b). 

Section  1.27(c)(3)  permits  the  payment,  by  any  party,  of  an 
exact  amount  of  one  of  the  small  entity  basic  filing  (§§  1.16(a), 
(f),  (g),  (h),  or  (k))  or  basic  national  (§§  1.492(a)(1)  through 
(a)(5))  fees  to  be  treated  as  a  written  assertion  of  entitlement  to 
small  entity  status  even  where  an  incorrect  type  of  basic  filing 
or  basic  national  fee  is  inadvertently  selected  in  error.  Section 
1.27(c)(3)(i)  provides  that  where  small  entity  status  was 
accorded  based  on  the  payment  of  a  wrong  type  of  small  entity 
basic  filing  or  basic  national  fee,  the  correct  small  entity 
amount  would  still  be  owed  along  with  the  surcharge  set  forth 
in  §§  1.16(e)  or  (1)  for  the  basic  filing  fee  (there  is  no  surcharge 
for  the  basic  national  fee).  Section  1.27(c)(3)(ii)  provides  that 
payment  of  a  small  entity  fee  in  its  exact  amount  for  a  fee  other 
than  what  is  provided  for  in  §  1.27(c)(3)  is  not  sufficient  to 
establish  small  entity  status  absent  a  concomitant  written 
assertion  of  entitlement  to  small  entity  status. After  a  basic 
filing  or  basic  national  fee  is  paid  as  a  large  entity,  a  refund 
under  §  1.28(a)  of  the  large  entity  portion  can  only  be  obtained 
by  establishing  small  entity  status  by  a  written  assertion  and 
not  by  paying  a  second  basic  filing  or  basic  national  fee  in  a 
small  entity  amount.  Payment  of  a  large  entity  basic  filing  or 
basic  national  fee  precludes  paying  a  second  basic  filing  or 
national  fee  in  a  small  entity  amount  to  establish  small  entity 
status. 

Section  1.27(c)(4)  recites  material  transferred  from  former 
§  1.28(a)(2). 

Section  1.27(d)  is  amended  to  provide  that  fees  other  than  the 
basic  filing  and  basic  national  fees  can  only  be  paid  in  small 
entity  amounts  if  submitted  with  or  subsequent  to  a  written 
assertion  of  entitlement  to  small  entity  status.  For  refunds, 
where  the  small  entity  assertion  is  submitted  after  payment  of 
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a  large  entity  fee  (rather  than  with  or  subsequent  to  payment  of 
a  small  entity  fee),  the  paragraph  clarifies  that  an  exception 
exists  for  §  1.28(a)  refunds  (of  the  large  entity  portion  of  a  fee 
within  three  months  of  payment  thereof  if  the  refund  request  is 
accompanied  by  a  written  assertion  of  entitlement  to  small 
entity  status). 

Section  1.27(e)(1)  is  added  to  reference  §  1.27(g)(1)  as  the 
means  of  changing  small  entity  status.  It  is  clarified  that  where 
rights  in  an  invention  are  assigned,  or  where  there  is  an 
obligation  to  assign,  to  a  small  entity  subsequent  to  an 
assertion  of  entitlement  to  small  entity  status,  a  second 
assertion  is  not  required.  Section  1.27(e)(2)  clarifies  that  once 
small  entity  status  is  withdrawn  a  new  written  assertion  is 
required  to  again  obtain  small  entity  status. 

Section  1.27(f)  is  added  to  clarify  the  need  to  determine 
entitlement  to  small  entity  status  prior  to  asserting  small  entity 
status,  and  that  the  Office  generally  does  not  question  asser- 
tions of  entitlement  to  small  entity  status. 

Section  1.27(g)(1)  is  added  to  contain  material  transferred 
from  former  §  1.28. 

Section  §  1 .27(g)(2)  is  added  to  revise  the  current  reference  to 
the  party  who  can  sign  a  notification  of  loss  of  entitlement  to 
small  entity  status  to  require  a  party  identified  in  §  1.33(b). 

Sections  1.27(h)(1)  and  (2)  are  added  to  contain  material 
transferred  from  former  §  1.28(d)(1)  and  (d)(2)  relating  to 
fraud  attempted  or  committed  on  the  Office  in  regard  to  paying 
small  entity  fees.  The  material  has  been  reformatted  slightly  to 
create  §  1.27(h)(l)(i)  and  (ii),  and  §  1.27(h)(2)(i)  and  (ii). 

Comment  12:  Two  comments  state  that  the  term  "person"  as 
proposed  in  §  1.9(f)  (now  transferred  to  §  1.27(a)(1))  is 
confusing.  While  person  is  defined  in  the  first  sentence  as  an 
inventor  or  other  individual,  the  second  sentence  rather  than 
using  person  uses  inventor  or  other  individual  as  if  to  imply 
that  an  inventor  or  individual  who  has  transferred  some  rights 
is  not  a  person  within  the  meaning  of  §  1.27.  This  seems  to  be 
inconsistent  with  §  1.27(c)  that  qualifies  "person"  as  a  party 
entitled  to  small  entity  status  even  if  an  inventor  has  agreed  to 
license  rights  in  the  invention  to  another  small  entity.  It  was 
suggested  that  the  second  sentence  be  deleted  and  combined 
with  the  first  sentence. An  additional  argument  was  made  that 
while  it  is  understood  that  "person"  was  being  used  in  the 
context  of  §  1 .27  small  entity  rights,  the  normal  legal  definition 
of  "person"  includes  corporations  and  the  term  is  therefore 
broader  than  the  use  made  of  it  in  §  1.27. It  was  suggested  that 
another  word  be  used  or  the  term  "natural"  be  used  as  a 
modifier. 

Response:  The  comments  are  not  adopted.  The  use  of  "person" 
in  the  first  sentence  of  §  1.27(a)(1)  is  intended  to  refer  to  those 
who  can  qualify  for  small  entity  status.  That  the  second 
sentence  starts  with  "[a]n  inventor  or  other  individual  who  has 
transferred  some  rights"  is  intentional  in  that  it  may  be  that 
such  inventor  or  individual  cannot  qualify  for  small  entity 
status  if  rights  have  been  transferred  to  a  party  who  cannot 
qualify  for  small  entity  status.  It  is  intended  under  §  1.27(c) 
that  an  inventor  who  has  transferred  rights  to  another  who  can 
qualify  shall  not  be  disqualified  from  claiming  small  entity 
status  whether  an  individual,  small  business  or  nonprofit 
organization.  The  use  of  two  sentences  enables  the  separation 
of  two  different  concepts  -  where  no  transfer  of  rights  has 
occurred,  and  where  some  transfer  of  rights  has  occurred.  Use 
of  the  suggested  combined  sentence  may  not  make  it  clear  to 
small  entities  that  circumstances  where  there  is  no  transfer  of 
rights  are  included.  Similarly,  it  is  beheved  that  the  use  of  the 
term  "person"  without  a  modifier  of  "natural"  would  have  the 
best  opportunity  for  being  understood  by  the  target  audience  of 
§  1.27. 

Comment  13:  Several  comments  supported  the  proposed 
change  to  §  1.27,  as  well  as  to  §§  1.9  and  1.28. 

Comment  14:  Two  comments  opposed  the  ability  to  obtain 
small  entity  status  based  on  payment  of  a  small  entity  filing  fee 
in  §  1.27(c)(3)  (proposed  as  §  1.27(b)(3))  maintaining  that  the 
entire  procedure  is  now  very  complex  and  would  not  be 
understood  by  the  great  majority  of  practitioners  and  their 
support  staffs  and  the  Office  support  staff  that  must  administer 
the  program.  It  is  believed  that  it  is  not  too  much  to  ask  that 


someone  seeking  to  claim  small  entity  status  make  an  affirma- 
tive statement  regarding  eligibility  for  such  status.  Although 
these  procedures  affect  small  entities  to  a  greater  extent,  large 
entities  are  affected  by  the  costs  that  would  be  associated  with 
trying  to  implement  a  complex  scheme  of  which  small  entities 
could  not  properly  avail  themselves. 

Response:  The  comments  are  not  adopted.  Sixty  percent  of  all 
refund  requests  that  the  Office  handles  are  related  to  small 
entity  status.  As  outlined  in  the  proposed  rulemaking  and  again 
in  this  final  rule,  small  entities  are  having  a  very  difficult  time 
obtaining,  in  a  timely  manner,  a  benefit  that  they  are  clearly 
entitled  to,  particularly  for  pro  se  inventors. The  amended  rule 
will  obviate  many  of  the  difficulties  now  encountered  by  small 
entities. The  payment  of  an  exact  amount  of  small  entity  filing 
fee  is  seen  to  be  just  as  much  an  affirmative  act  as  the 
submission  of  a  statement  of  entitlement,  and  is  probably  far 
clearer  an  act  of  intention  to  claim  small  entity  status  than 
resort  only  to  wide  variants  of  language  inevitably  submitted 
by  pro  se  applicants  that  must  then  be  interpreted  by  the  Office. 
The  Office  will,  however,  endeavor  to  have  applicants  supply 
an  actual  statement  of  entitlement  to  small  entity  status  by 
providing  a  check  box  for  such  (with  a  clear  easily  understood 
statement)  on  application  transmittal  forms. 

Comment  15:  One  comment  states  that  §  1.27(a)(4)(ii)  (for- 
merly §  1.9(f)(4)(ii))  is  confusing  because  it  states  that  a 
"Ucense"  to  a  Federal  agency  is  not  a  "license"  per  se.Alter- 
native  language  is  suggested  to  clarify  the  section. 

Response:  The  comment  is  adopted. 

Comment  16:  One  comment  suggested  a  further  simplification 
by  permitting  any  person  authorized  to  act  on  behalf  of  the 
inventor/applicant  to  make  an  assertion  of  entitlement  to  small 
entity  status.  The  Office  should  have  an  announced  pohcy  of 
not  verifying  whether  the  person  making  the  assertion  is  in  fact 
authorized  with  the  burden  resting  with  applicant  that  the 
person  making  the  assertion  is  authorized  to  do  so.  The 
situations  where  a  person  would  not  be  authorized  are  thought 
to  be  so  rare  as  to  justify  the  Office  removing  itself  from 
determining  proper  authorization. 

Response:  The  comment  is  not  adopted.  Sections  1 .27(c)(2)(i) 
through  (c)(2)(iii)  identifies  certain  parties  who  can  sign  a 
written  assertion  of  entitlement  to  small  entity  status.  The 
parties,  while  not  all  encompassing,  are  nevertheless  broadly 
defined  and  include  all  the  parties  who  can  reasonably  be 
expected  to  desire  to  submit  a  written  assertion.  It  is  not  seen 
that  the  Office  should  accept  a  written  paper  from  a  party  not 
so  included.  Section  1.27(c)(3),  as  made  final,  permits  any 
party  (in  addition  to  those  parties  defined  in  §  1.27(c)(2))  to 
pay  the  basic  small  entity  filing  fee  and  thereby  assert 
entitlement  to  small  entity  status.  If  a  need  were  to  arise  for 
some  party  other  than  those  defined  in  §  1.27(c)(2)  to  assert 
small  entity  status,  it  would  be  expected  to  be  close  to  the  time 
of  filing  the  application  and  when  the  filing  fee  needs  to  be 
paid.  In  such  circumstances,  any  party  could  pay  the  small 
entity  filing  fee.  To  permit  the  acceptance  of  a  paper  by  a  third 
party  with  whatever  statements  both  germane  to  small  entity 
entitlement  and  whatever  other  matters  might  be  raised  therein 
would  seem  to  be  burdening  applicants  with  unnecessary 
problems. 

Section  1.28:  Section  1.28  is  amended  to  be  entirely  reformat- 
ted with  some  material  transferred  to  §  1.27. 

Section  1.28(a)  is  amended  to  allow  a  three-month  period 
(formerly  a  two-month  period)  for  refunds  based  on  later 
establishment  of  small  entity  status.  See  further  discussion  in  § 
1.28(b)(1). 

Section  1.28(b)  is  amended  to  set  forth  §  1.28(b)(1),  defining 
the  start  date  of  the  three-  month  refund  period  of  §  1.28(a)  to 
be  the  date  that  the  full  fee  has  been  paid  (transferred  from 
former  §  1.28(a)(1)),  and  §  1.28(b)(2),  stating  that  the  defi- 
ciency amount  owed  under  §  1 .28(c)  is  calculated  by  using  the 
date  on  which  the  deficiency  was  paid  in  full  (transferred  from 
former  §  1.28(c)). 

Sections  1.28(b)(1)  and  (2)  were  proposed  to  be  amended  to 
refer  to  1.22(c)  setting  forth  a  definition  of  when  a  fee  has  been 
paid  by  the  means  used  to  pay  the  fee,  but  will  not  be  so 
amended  as  the  proposed  amendment  to  1.22(c)  will  not  be 
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made.  The  subject  matter  of  proposed§  1.22(c),  which  pro- 
posed to  set  forth  that  the  filing  date  for  an  authorization  to 
charge  fees  starts  the  period  for  refunds  under  §  1.28(a)  will, 
however,  be  given  effect  by  internal  instruction  as  of  the 
effective  date  of  the  instant  final  rule  and  will  be  reflected  in 
the  MPEP.  See  the  discussion  of  §  1.22,  above.  The  previous 
time  period  for  a  refund  request  was  two  months  from  payment 
of  the  full  fee.  The  date  of  payment  for  refund  purposes  varied 
depending  on  the  means  the  applicant  used  to  pay  the  required 
fee.  For  example,  if  the  applicant  paid  the  required  fee  by 
check,  the  date  of  payment  was  the  date  on  which  the  fee 
paper,  including  the  check,  was  filed  in  the  Office. If  the 
applicant  authorized  a  charge  to  a  deposit  account,  however, 
the  date  of  payment  was  the  date  the  Office  debited  the  deposit 
account.  In  view  of  the  change  in  practice  that  results  in  § 
1.28(b)(1)  according  the  same  date  of  payment  for  checks  and 
authorizations  to  charge  deposit  accounts,  the  refund  period  of 
§  1.28(a)  is  extended  to  tlu-ee  months.This  will  in  part  offset 
any  shortening  of  the  refund  time  period  that  may  result  from 
starting  the  time  period  as  of  the  receipt  (or  1.8  or  1.10)  date 
of  the  fee  paper  instead  of  the  debit  date  for  an  authorization  to 
charge  a  deposit  account.  Additionally,  in  view  of  changes  in 
practice  under  §  1.27  to  ease  the  claiming  of  small  entity 
status,  the  need  for  refunds  should  diminish,  and  the  different 
payment  date  of  an  authorization  to  charge  a  deposit  account 
for  small  entity  refund  purposes  should  not  cause  much 
inconvenience  to  applicants. 

Section  1.28(c)  is  amended  to  require  that  deficiency  payments 
must  be  submitted  separately  for  each  file  (§  1.28(c)(1))  and 
must  include  the  itemization  of  the  deficiency  payment  by 
identifying:  the  type  of  fee  along  with  the  current  fee  amount 
(§  1.28(c)(2)(ii)(A)),  the  small  entity  amount  paid  and  when  (§ 
1.28(c)(2)((ii)(B)),  the  deficiency  owed  for  each  individual  fee 
paid  in  error  (§  1.28(c)(2)(ii)(C)),  and  the  total  deficiency 
payment  owed  (§  1.28(c)(2)(ii)(D)),  and  is  amended  to  provide 
that  any  failure  to  comply  with  the  separate  payment  and 
itemization  requirements  will  allow  the  Office  at  its  option  to 
charge  a  processing  fee  or  set  a  non-extendable  one-month 
period  for  compliance  to  avoid  remm  of  the  paper  (§ 
1.28(c)(3)). 

In  each  of  Fiscal  Years  1999  and  2000,  certain  patent  fees  were 
reduced.  See  Revision  of  Patent  and  Trademark  Fees  for  Fiscal 
Year  2000.  Final  Rule,  64  FR  67774  (December  3,  1999),  and 
Revision  of  Patent  Fees  for  Fiscal  Year  1999.  Final  Rule,  63 
FR  67578  (December  8,  1998).  Thus,  a  sentence  was  added  in 
§  1.28(c)(2)(i)  that  requires  a  deficiency  payment  to  be  at  least 
equal  to  the  amount  paid  in  error  as  a  small  entity  and  is  also 
calculated  as  of  the  date  the  deficiency  is  paid  in  full.  For 
example,  the  basic  filing  fee  for  a  utility  application  was 
reduced  from  $760  to  $690.  Where  the  small  entity  basic  filing 
fee  had  been  improperly  paid  by  submission  of  $380  under  the 
prior  fee  amount,  if  the  error  was  determined  and  paid  in  full 
when  the  new  amount  is  in  effect,  the  balance  owed  at  the  date 
of  payment  in  full  would  be  $380  (the  amount  that  is  at  least 
equal  to  the  amount  paid  in  error  and  not  $310  (the  new  large 
entity  amount  of  $690-  the  small  entity  amount  paid  in  error  of 
$380).  (Note,  for  revival  under  §  1.137,  if  abandonment 
occurred  for  failure  to  pay  a  basic  filing  fee,  the  amount  owed 
would  be  the  fee  in  effect  when  the  §  1.137  petition  was  filed 
and  not  the  fee  previously  owed  causing  abandonment.). 

Paragraph  by  Paragraph  Analysis:  The  title  of  §  1.28  is 
revised  in  view  of  transfer  of  material  to  §  1.27  to  focus  on 
refunds  and  on  how  errors  in  status  are  excused. 

Sections  1.28(a)  through  (c)  are  reformatted. 

Section  1.28(a)(1)  is  amended  as  §  1.28(a). 

Section  1.28(a)  is  amended  to  clarify  that  the  period  for  a 
refund  runs  from  payment  of  the  "full  fee,"  and  that  it  is  the 
payment  of  the  full  fee  that  is  considered  the  significant  event 
relative  to  establishing  status  for  a  particular  fee.  Additionally, 
§  1.28(a)  amends  the  time  period  for  requesting  a  refund  based 
upon  later  establishment  of  small  entity  status.  The  time  period 
is  three  months  measured  from  the  date  of  the  timely  payment 
of  the  full  fee. 

Some  subject  matter  in  former  §  1.28(a)(2)  has  been  trans- 
ferred to  §  1.27(c)(4).  The  next  to  last  sentence,  relating  to 
filing  a  continuing  or  reissue  application  and  referencing  a 
small  entity  statement  in  the  prior  application  or  patent,  has 


been  deleted  as  unnecessary.The  formerly  required  reference  to 
status  in  the  prior  application  or  patent  is  replaced  by  the 
equally  easily  written  assertion  of  §  1.27(c)(4)  in  the  related, 
continuing  or  reissue  application.  Written  references  to  small 
entity  status  in  a  prior  application,  including  submission  of  a 
copy  of  the  small  entity  statement  in  a  prior  application, 
submitted  in  a  continuing  application  subsequent  to  the  effec- 
tive date  of  any  final  rule,  will  be  liberally  construed  under  § 
1.27(c)(l)(iii).  Similarly,  the  last  sentence  of  current  § 
1.28(a)(2)  is  deleted  as  the  payment  option  for  establishing 
small  entity  status  in  continuing  or  reissue  applications  has 
been  expanded  in  §  1.27(c)(3)  to  include  all  applications. 

Caution:  Although  the  Office  intends  to  liberally  construe 
what  is  deemed  to  be  anassertion  of  small  entity  status,  the 
concept  of  entitlement  must  be  clearly  conveyed. 

Example  1:  A  prior  application  has  been  accorded  small  entity 
status.  A  continued  prosecution  application  (CPA)  under 
1.53(d)  is  filed  with  a  general  authorization  to  charge  fees  that 
does  not  state  that  the  fees  to  be  charged  are  small  entity  fees. 
Even  though  the  CPA  contains  the  same  application  number  as 
its  prior  application  (and  the  small  entity  statement),  it  would 
not  be  accorded  small  entity  status  and  large  entity  filing  fees 
would  be  immediately  charged.  This  would  be  so  because  a 
new  determination  of  entitlement  to  small  entity  status  must  be 
made  upon  filing  of  a  new  application,  such  as  a  CPA. 
Accordingly,  in  filing  the  CPA  there  must  be  some  affirmative 
act  to  indicate  that  the  determination  has  been  done  anew  and 
small  entity  status  is  still  appropriate.  Wherea  copy  of  the 
small  entity  statement  from  the  prior  application,  or  a  written 
assertion  in  the  CPA  application  transmittal  letter,  or  an 
authorization  to  charge  small  entity  fees  was  present,  the  result 
would  be  reversed  and  small  entity  status  would  be  accorded 
the  CPA  application  on  filing. 

Example  2:  A  request  for  continued  examination  under  1 . 1 14  is 
not  the  filing  of  a  new  application  and  the  application  would 
retain  any  small  entity  status  previously  accorded  without  the 
need  to  do  a  new  investigation  or  request  status  by  written 
assertion  or  payment  of  an  exact  small  entity  §  1.17(e)  fee. 

The  subject  matter  in  former  §  1 .28(a)(3)  has  been  transferred 
to  §  1.27(e)(1). 

Section  1.28(b)  is  amended  to  have  its  subject  matter  trans- 
ferred to  §§  1.27(g)(1)  and  (2).  New  §§  1.28(b)(1)  and  (b)(2) 
are  added. 

Sections  1.28(b)(1)  and  (b)(2)  were  proposed  to  reference  § 
1.22(c)  which  was  proposed  to  define  the  date  that  a  fee  was 
considered  paid. In  view  of  the  decision  not  to  go  forward  with 
the  proposed  change  to  §  1.22(c),  the  references  to  §  1.22(c)  in 
§  1.28(b)(1)  and  (2)  will  not  proceed. 

Section  1.28(b)(1)  defines  the  date  a  fee  is  paid  for  the  purpose 
of  starting  the  three-  month  period  for  refund.  Former  practice 
for  authorizations  to  charge  deposit  accounts  was  to  give 
benefit  of  the  date  that  the  deposit  account  was  actually  debited 
by  the  Office,  which  was  a  later  time  than  when  the  paper 
authorizing  charge  of  the  fee  to  a  deposit  account  was  filed 
with  the  Office.  That  practice  is  now  changed,  see  discussion  re 
§  1.22,  and  the  change  will  be  reflected  in  the  MPEP.  It  is  the 
date  the  fee  paper  is  considered  received  in  the  Office,  not  the 
date  of  debit  of  the  fee  to  a  deposit  account,  that  will  start  the 
three-month  refund  period. 

Section  1.28(b)(2)  states  that  the  date  when  a  deficiency 
payment,  pursuant  to  §  1.28(c),  is  paid  in  full  determines  the 
amount  of  deficiency  that  is  due. 

Example:  A  small  entity  issue  fee  has  been  paid  in  error  in 
January  and  a  paper  under  §  1.28(c)  was  submitted  the 
following  June  with  the  deficiency  payment  calculated  based 
on  the  fees  in  effect  as  of  June.  The  deficiency  payment  was 
incorrectly  determined  so  that  the  full  amount  owed  (for  the 
issue  fee)  was  not  submitted  in  June.  If  the  mistake  in  the  June 
payment  is  not  discovered  until  the  following  November,  the 
extra  amount  owed  must  be  recalculated  to  take  into  account 
any  (later  legislation,  October  1)  increase  in  the  issue  fee. 

Section  1.28(c)  is  amended  to  recite  that  separate  submissions, 
including  separate  payments  and  itemizations,  are  required  for 
any  deficiency  payment. 
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Section  1.28(c)(1)  requires  that  a  deficiency  paper/itemization/ 
submission  be  limited  to  one  application  or  one  patent  file. 
Where,  for  example,  the  same  set  of  facts  has  caused  errors  in 
payment  in  more  than  one  application  and/or  patent  file,  a 
separate  paper  would  need  to  be  submitted  in  each  file  for 
which  an  error  is  to  be  excused. 

Section  1.28(c)(2)  requires  that  for  each  fee  that  was  errone- 
ously paid  as  a  small  entity,  the  deficiencies  owed  must  be 
paid,  and  the  payment  of  the  deficiencies  must  be  itemized. 
Section  1.28(c)(2)(i)  provides  in  part  where  there  has  been  a 
fee  decrease,  the  deficiency  owed  is  equal  to  the  amount 
(previously)  paid  in  error  and  not  the  difference  between  the 
amount  (previously)  paid  in  error  and  the  new  lower  large 
entity  fee.  Section  1.28(c)(2)(ii)  requires  the  following  item- 
izations: the  particular  fee  involved  (e.g.,  basic  filing  fee, 
extension  of  time  fee)  (§  1.28(c)(2)(ii)(A)),  the  small  entity  fee 
amount  actually  paid  and  when  (for  example,  distinguishing 
between  two  one-month  extension  of  time  fees  erroneously 
paid  on  two  different  dates)  (§  1.28(c)(2)(ii)(B)),  the  actual 
deficiency  owed  for  each  fee  previously  paid  in  error  (§ 
1.28(c)(2)(ii)(C)),  and  the  total  deficiency  owed  that  is  the  sum 
of  the  individual  deficiencies  owed  (§  1.28(c)(2)(ii)(D)). 

Section  1.28(c)(3)  addresses  the  failure  to  comply  with  the 
separate  submission,  including  separate  payment  and  itemiza- 
tion requirements  of  §§  1.28(c)(1)  and  (c)(2).  Section 
1.28(c)(3),  upon  failure  to  comply,  permits  the  Office  at  its 
option  either  to  charge  a  processing  fee  (§  1.17(i)  is  suitably 
amended)  to  process  the  paper  or  require  compliance  within  a 
one-month  non-extendable  time  period  to  avoid  return  of  the 
paper. 

Former  §§  1.28(d)(1)  and  (d)(2)  are  amended  to  have  the 
material  relating  to  fraud  attempted  or  committed  on  the  Office 
as  to  paying  of  small  entity  fees,  transferred  to  §§  1.27(h)(1) 
and  (2).  New  §  1.28(d)  is  added  to  clarify  that  any  paper 
submitted  under  §  1.28(c)  is  also  treated  as  a  notification  of 
loss  of  small  entity  status  under  §  1.27(g)(2). 

Section  1.33:  Section  1.33(a)  is  reformatted  to  create  addi- 
tional §  1.33(a)(1)  and  (a)(2)  to  separately  identify  the  parties 
who  can  change  a  correspondence  address  depending  upon  the 
presence  or  absence  of  a  §  1.63  oath/declaration.  The  revision 
is  intended  to  make  clear  what  may  be  a  confusing  practice  to 
applicants  as  to  which  parties  can  set  forth  or  change  a 
correspondence  address  when  an  apphcation  does  not  yet  have 
an  executed  §  1.63  oath  or  declaration  by  any  of  the  inventors. 
See  §  1.14(d)(4)  for  a  similar  change  regarding  status  and 
access  information.  In  this  section  references  to  a  §  1.63 
oath/declaration  are  intended  to  mean  an  executed  oath/ 
declaration  by  any  inventor,  but  not  necessarily  all  the  inven- 
tors. 

Section  1.33(a)  is  amended  to  provide  that  in  a  patent  appli- 
cation the  applicant  must,  either  in  an  application  data  sheet  (§ 
1.76),  or  in  a  clearly  identifiable  manner  elsewhere,  in  any 
papers  submitted  with  an  application  filing,  specify  a  corre- 
spondence address  to  which  the  Office  will  send  notices,  letters 
and  other  communications  relating  to  the  application.  It  is  now 
stated  that  where  more  than  one  correspondence  address  is 
specified,  the  Office  would  determine  which  one  to  establish  as 
the  correspondence  address.  This  is  intended  to  cover  the 
situation  where  an  unexecuted  application  is  submitted  with 
conflicting  addresses,  such  as  one  correspondence  address 
being  given  in  the  application  transmittal  letter,  and  a  different 
one  in  an  accompanying  unexecuted  §  1.63,  or  other  similar 
situations.  The  determination  of  which  of  the  conflicting 
correspondence  addresses  to  use  will  be  made  on  a  case  by 
case  basis,  to  include  such  factors  as:  use  of  the  correspon- 
dence address  in  the  earliest  of  two  unexecuted  declarations 
submitted  at  different  times,  or  if  conflicting  addresses  appear 
in  the  same  declaration,  use  of  the  first  correspondence 
address. 

Section  1.33(a)  requests  the  submission  of  a  daytime  telephone 
number  of  the  party  to  whom  correspondence  is  to  be  ad- 
dressed. While  business  is  to  be  conducted  on  the  written 
record  (§  1.2),  a  daytime  telephone  number  would  be  useful  in 
initiating  contact  that  could  later  be  reduced  to  a  writing.  The 
phone  number  would  be  changeable  by  any  party  who  could 
change  the  correspondence  address.  The  term  "registered"  has 


been  placed  before  the  expression  "attorney  or  agent"  for 
clarification  purposes.  See  also  §  1.33(b)  of  this  section  and 
sections  1.34  and  1.36. 

Section  1.33(a)(1)  provides  that  any  party  filing  the  application 
and  setting  forth  a  correspondence  address  could  later  change 
the  correspondence  address  provided  that  a  §  1.63  oath/ 
declaration  by  any  of  the  inventors  has  not  been  submitted.  The 
parties  who  may  so  change  the  correspondence  address  would 
include  only  the  one  inventor  filing  the  application,  even  if 
more  than  one  inventor  was  identified  on  the  application 
transmittal  letter.  If  two  of  three  inventors  filed  the  application, 
the  two  inventors  filing  the  application  would  be  needed  to 
change  the  correspondence  address.  Additionally,  any  regis- 
tered practitioner  named  in  the  application  transmittal  letter,  or 
a  person  who  has  the  authority  to  act  on  behalf  of  the  party  that 
will  be  the  assignee  (if  the  application  was  filed  by  the  party 
that  will  be  the  assignee),  could  change  the  correspondence 
address.  A  registered  practitioner  named  in  a  letterhead  would 
not  be  sufficient,  but  rather  a  clear  identification  of  the 
individual  as  being  a  representative  would  be  required.  A 
company  (to  whom  the  invention  has  been  assigned,  or  to 
whom  there  is  an  obUgation  to  assign  the  invention)  who  files 
an  application,  is  permitted  to  designate  the  correspondence 
address,  and  to  change  the  correspondence  address,  until  such 
time  as  a  (first)  §  1.63  oath/declaration  is  filed.  The  mere  filing 
of  a  §  1.63  oath/declaration  that  does  not  include  a  correspon- 
dence address  does  not  affect  any  correspondence  address 
previously  established  on  filing  of  the  application,  or  changed 
per  §  1 .63(a)(1),  even  if  the  apphcation  was  filed  by  a  company 
that  is  only  a  partial  assignee.  The  expression  "party  that  will 
be  the  assignee,"  rather  than  assignee,  is  used  in  that  until  a 
declaration  is  submitted,  inventors  have  only  been  identified, 
and  any  attempted  assigrmient,  or  partial  assigrmient,  cannot 
operate  for  Office  purposes  until  the  declaration  is  supplied. 
Hence,  if  the  application  transmittal  letter  indicates  that  the 
application  is  being  filed  on  behalf  of  XYZ  company,  with  an 
assignment  to  be  filed  later,  XYZ  company  would  be  allowed 
to  change  the  correspondence  address  without  resort  to  3.73(b) 
until  an  executed  oath  or  declaration  is  filed,  and  with  resort  to 
§  3.73(b)  after  the  oath  or  declaration  is  filed. 

Section  1.33(a)(2)  retains  the  current  requirements  for  chang- 
ing a  correspondence  address  when  a  §  1.63  oath/declaration 
by  any  of  the  inventors  has  been  filed.  Where  a  correspondence 
address  was  set  forth  or  changed  pursuant  to  §  1.33(a)(1)  (prior 
to  the  filing  of  a  §  1.63  oath  or  declaration),  that  correspon- 
dence address  remains  in  effect  upon  filing  of  a  §  1.63 
declaration  and  can  then  only  be  changed  pursuant  to§ 
1.33(a)(2). 

Section  1.33(b)  has  been  simplified  to  make  it  easier  to 
understand  who  are  appropriate  parties  to  file  papers,  particu- 
larly in  view  of  the  change  to  §  3.71(b).  The  paragraph  has  also 
been  amended  to  provide  an  exception  for  the  filing  of  a 
written  assertion  of  small  entity  status  under  §  1.27(c)(2)(ii). 
One  of  several  inventors  will  now  be  able  to  sign  a  written 
assertion  of  small  entity  status  and  be  an  appropriate  party  to 
file  such  assertion/paper. 

Section  §  1.33(b)(1)  has  the  term  "registered"  placed  before 
the  expression  "attorney  or  agent"  for  clarification  purposes. 
See  also  §§  1.33(a)  and  1.34  and  1.36. 

Section  1.33(b)(3)  is  amended  to  add  a  reference  to  §  3.71. 

Comment  17:  One  comment  was  received  requesting  that  the 
ability  to  change  the  correspondence  address  not  be  keyed  to 
the  filing  of  a  §  1.63  oath/declaration,  especially  when  such 
oath/declaration  is  signed  by  less  than  all  the  inventors  and 
when  it  may  in  no  way  involve  the  correspondence  address. 
The  flexibility  to  change  the  correspondence  address  estab- 
lished by  §  1.33(a)(1)  should  remain  until  a  party  set  forth  in 
§  1.33(b),  except  §  1.33(b)(2),  estabhshes  a  correspondence 
address. 

Response:  The  comment  is  not  adopted.  Section  1.33(a)(1) 
increases  the  flexibility  in  changing  a  correspondence  address. 
Such  increased  flexibility,  however,  should  not  extend  past  the 
time  that  applicants  can  reasonably  be  expected  to  set  forth  a 
correspondence  address,  such  as  when  the  inventors  are  named 
by  the  submission  of  an  oath/declaration.  The  submission  of 
the  oath/declaration  will  not  alter  the  current  correspondence 
address  of  record  unless  the  oath/declaration  intentionally  does 
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so  by  identifying  a  correspondence  address,  or  an  accompany- 
ing paper  to  the  oath/declaration  does  so.  Upon  submission  of 
the  oath/declaration,  the  inventors  are  known  for  the  first  time 
and  it  is  now  their  call  as  to  the  appropriate  correspondence 
address  absent  intervention  by  the  assignee  of  the  entire  right, 
title,  and  interest.  It  is  inappropriate  that  once  an  oath/ 
declaration  is  submitted,  a  practitioner  without  power  of 
attorney  or  only  one  of  the  inventors  can  continue  to  change 
the  correspondence  address. 

Section  1.34:  Sections  1.34(a)  and  (b)  are  amended  to  incor- 
porate a  reference  to  §1.31.  Section  1.34(b)  is  amended  to 
place  the  term  "registered"  before  the  expression  "attorney  or 
agent."  Unlike  §  1.31,  which  provides  for  an  applicant  being 
represented  by  registered  patent  attorney  or  agent,  former  § 
1.34(b)  (and  §  1.36)  refers  to  an  attorney  or  agent  who 
represents  an  applicant.  The  OflBce  of  Enrollment  and  Disci- 
pline receives  calls  inquiring  if  §  1.34(b)  (and  §  1.36) 
explicitly  or  implicitly  authorize  unregistered  attorneys  to 
practice  before  the  OfiSce  in  view  of  the  absence  of  the  term 
"registered"  in  these  sections,  which  is  not  the  case.  The 
amendments  to  §  1.34(a)  and  (b)  (and  §  1.36)  bring  §  1.34(a) 
and  (b)  (and  §  1.36)  into  conformity  with  §  1.31,  which  permits 
an  applicant  to  be  represented  by  a  registered  attorney,  or  a 
registered  agent,  and  clarifies  that  the  attorney  or  agent 
referenced  in  §  1.34(a)  and  (b)  (and  §  1.36)  is  only  the 
registered  attorney  or  registered  agent  referenced  in  §  1.31.  See 
also  §§  1.33(a)  and  (a)(1),  and  §  1.36. 

Section  1.36:  See  the  discussion  relating  to  §  1.34. 

Section  1.41:  Section  1.41(a)(1)  is  amended  to  indicate  that  a 
paper  including  the  processing  fee  set  forth  in  §  1.17(i)  is 
required  for  supplying  or  changing  the  name(s)  of  the  inven- 
tor(s)  where  an  oath  or  declaration  prescribed  in  §  1.63  is  not 
filed  during  pendency  of  a  nonprovisional  application,  rather 
than  a  petition  including  a  petition  fee,  for  consistency  with  the 
amendment  to  §  1.1 7(i). 

Section  1.41(a)(2)  is  amended  to  indicate  that  a  paper  includ- 
ing the  processing  fee  set  forth  in  §  1.1 7(q)  is  required  for 
supplying  or  changing  the  name(s)  of  the  inventor(s)  where  a 
cover  sheet  prescribed  by  §  1.51(c)(1)  is  not  filed  during  the 
pendency  of  a  provisional  apphcation,  rather  than  a  petition 
including  a  petition  fee,  for  consistency  with  the  amendment  to 
§  1.17(q). 

Section  1.41(a)(3)  is  amended  to  delete  the  language  concern- 
ing an  alphanumeric  identifier,  and  to  provide  that  the  name, 
residence,  and  citizenship  of  each  person  believed  to  be  an 
actual  inventor  should  be  provided  when  the  application  papers 
pursuant  to  §  1.53(b)  are  filed  without  an  oath  or  declaration, 
or  the  application  papers  pursuant  to  §  1.53(c)  are  filed  without 
a  cover  sheet. 

Section  1.41(a)(4)  is  added  to  set  forth  that  the  inventors  who 
submitted  an  application  under  §  1.494  or  §  1.495  are  the 
inventors  in  the  international  application  designating  the 
United  States  and  that  the  provisions  of  §  1.48(f)(1),  whereby 
submission  of  an  executed  oath/declaration  operates  to  change 
the  inventorship,  do  not  apply  to  applications  entering  the 
national  stage. 

Section  1.41(c)  is  amended  by  replacement  of  the  term  "file" 
with  a  recitation  of  physical  or  electronic  delivery  of  the 
application  to  the  Office.  Section  1.41(c)  permits  any  person 
authorized  by  the  applicant  to  file  a  patent  application  in  order 
to  receive  a  filing  date.  The  amendment  clarifies  that  §  1.41(c) 
is  intended  to  apply  solely  to  the  (physical  or  electronic) 
deliver^'  of  a  patent  application  to  the  Office  as  opposed  to 
being  inclusive  of  acts  preceding  delivery  of  the  application 
relating  to  drafting  or  otherwise  preparing  an  application. 

Comment  18:  One  comment  opposed  the  change  to  § 
1.41(a)(3).  The  comment  noted  that  the  Office  gave  no  justi- 
fication for  the  change  deleting  the  instruction  that  an  alpha- 
numeric identifier  should  be  supplied  where  no  inventor's 
name  is  being  given.  The  change  is  believed  to  give  the 
impression  of  reversing  the  practice  of  not  requiring  identifi- 
cation of  inventors  on  filing  of  the  application. 

Response:  The  comment  is  not  adopted.  The  availability  of  an 
alphanumeric  identifier  is  no  longer  explicitly  set  forth  as  the 
Office  much  prefers  that  at  least  one  inventor  be  identified. 


particularly  to  aid  in  the  national  security  screening  of  appli- 
cations. To  the  extent  that  the  presence  of  the  instruction  would 
seem  to  encourage  use  of  an  identifier  other  than  the  inventors, 
it  is  desirable  to  eliminate  it.  There  is,  however,  no  intent  on 
the  part  of  the  OflBce  to  reverse  the  current  practice  and  ban  the 
use  of  an  identifier  other  than  an  inventor's  name.  It  is  noted 
that  where  an  inventor's  name  is  not  supplied,  some  other 
identifier  is  usually  present,  such  as  an  attorney  docket  number, 
and  that  may  continue  to  be  used  as  an  identifier  in  the  absence 
of  an  inventor's  name. 

Comment  19:  One  comment  opposed  the  change  to  § 
1.41(a)(4)  stating  that  it  is  unclear  as  to  what  the  change  means 
and  that  it  would  seem  to  preclude  correction  of  the  inventor- 
ship after  an  international  application  is  filed. 

Response:  The  comment  is  adopted  in  part  as  a  clarifying 
parenthesis  has  been  added  to  Uie  paragraph  stating  that  § 
1.48(f)  does  not  apply.  The  intent  of  the  change  is  not  to 
preclude  correction  of  inventorship  in  a  35  U.S.C.  371  national 
stage  application,  but  to  reflect  that  filing  an  international 
application  signed  by  all  applicants  and  publishing  it  locks  in 
the  naming  of  the  inventors.  Filing  of  a  declaration  does  not 
reset  the  inventors  as  it  does  in  national  35  U.S.C.  Ill  practice. 
Correction  of  inventorship  for  a  national  stage  application  can 
be  done  under  the  provisions  of  §§  1.48(a)  through  (c). 

Section  1.44:  Section  1.44  is  removed  and  reserved  to  elimi- 
nate the  requirement  that  proof  of  the  power  or  authority  of  the 
legal  representative  be  recorded  in  the  OflBce  or  filed  in  an 
application  under  §§  1.42  or  1.43.  Although  proof  of  authority 
is  no  longer  required  to  be  submitted  to  the  OflBce,  applicants 
may  wish  to  consider  obtaining  proof  of  authority  of  the  legal 
representative  and  recording  such  a  document  with  any  assign- 
ment documents  for  record-keeping  purposes.  In  order  to  make 
a  patent  application  on  behalf  of  a  deceased  or  incapacitated 
inventor,  the  legal  representative  may  now  simply  sign  the  § 
1.63  oath  or  declaration  (which  includes  the  full  name  and 
citizenship  of  the  deceased  inventor  as  well  as  the  residence 
and  mailing  address,  if  not  provided  on  an  application  data 
sheet)  as  the  legal  representative  of  the  particular  inventor  with 
the  title  "Legal  Representative"  placed  under  the  signature.  In 
other  words,  in  a  signature  block  containing  the  deceased  or 
incapacitated  inventor's  name,  the  legal  representative  will 
sign  "for"  the  deceased  or  incapacitated  inventor  supplying  the 
representative's  name  and  stating  that  he  or  she  is  the  legal 
representative.  In  addition,  the  legal  representative  should 
provide  his  or  her  mailing  address  so  that  the  Office  can 
directly  communicate  with  the  legal  representative  if  neces- 
sary. See  §  1.64(b). 

The  deletion  of  the  §  1.44  proof  requirement  for  the  legal 
representative  of  §§  1.42  and  1.43  will  be  effective  on  the  date 
of  publication  in  the  Federal  Register  with  §  1.64  as  to  all 
pending  papers  under  §§  1.42  and  1.43  that  have  not  had  the 
proof  requirement  satisfied.  If  a  requirement  for  proof  of 
authority  has  been  made  by  an  examiner,  the  requirement  can 
be  satisfied  by  a  reply  referencing  this  final  rule. 

Section  1.47:  Section  1.47  is  amended  to  refer  to  "the  fee  set 
forth  in  §  1.17(h)"  for  consistency  with  the  amendment  to  § 
1.17(h)  and  (i).  See  discussion  of  the  amendment  to  §  1.17. 
Section  1 .47  is  also  amended  to  add  a  new  §  1 .47(c)  providing 
that  the  Office  will  send  notice  of  the  filing  of  the  application 
to  all  inventors  who  have  not  joined  in  the  application  at  the 
address(es)  provided  in  the  petition  under  §  1.47,  and  will 
publish  notice  of  the  filing  of  the  application  in  the  Official 
Gazette.  This  provision  is  currently  included  in  each  of  §§ 
1.47(a)  and  1.47(b).  Section  1.47(c)  also  provides  that  the 
OflBce  may  dispense  with  such  notice  provisions  in  a  continu- 
ation or  divisional  application  where  notice  regarding  the  filing 
of  the  prior  application  has  already  been  sent  to  the  nonsigning 
inventor(s).  The  patent  statute  gives  the  Office  great  latitude  as 
to  the  notice  that  must  be  given  to  an  inventor  who  has  not 
joined  in  an  application  for  patent.  See  35  U.S.C.  116,  ^2 
("after  such  notice  to  the  omitted  inventor  as  [the  Commis- 
sioner] prescribes"),  and  118  ("upon  such  notice  to  [the 
inventor  as  the  Commissioner]  deems  sufficient").  Providing 
notice  to  a  nonjoined  inventor  in  a  continuation  or  divisional 
application  places  a  significant  burden  on  the  Office,  especially 
when  such  continuation  or  divisional  application  is  filed  using 
a  copy  of  the  oath  or  declaration  from  a  prior  application  under 
§  1.63(d).  In  addition,  providing  additional  notice  to  the 
nonjoined  inventor  in  the  continuation  or  divisional  application 


1280  OG  422 
(152) 


OFFICIAL  GAZETTE 


March  2,  2004 


provides  little  actual  benefit  to  the  nonjoined  inventor,  as  a 
similar  notice  was  previously  given  during  the  processing  of 
the  prior  application.  Thus,  the  Ofl&ce  considers  it  appropriate 
to  dispense  with  notice  under  §  1.47  in  situations  (continua- 
tions or  divisional  of  an  application  accorded  status  under  § 
1.47)  in  which  the  nonjoined  inventor  was  previously  given 
such  notice  in  a  prior  application. 

Section  1.48:  Section  1.48  is  amended  to  have  the  title  revised 
to  reference  the  statutory  basis  for  the  rule,  35  U.S.C.  116. 

Sections  1.48(a)  through  (c)  are  amended  to:  delete  the 
recitation  of  "other  than  a  reissue  application"  as  such  words 
are  unnecessary  in  view  of  the  indication  in  the  title  of  the 
section  that  the  section  does  not  apply  to  reissue  applications 
and  the  revision  to  §  1.48(a)  (discussed  below),  to  change 
"When"  to  "If,"  and  to  add  "nonprovisional"  before  "appUca- 
tion"  where  it  does  not  already  appear. 

Sections  1.48(a)(1)  through  (e)(1)  are  revised  to  replace  the 
reference  to  a  "petition"  with  a  reference  to  a  "request."  What 
is  meant  to  be  encompassed  by  the  term  "petition,"  as  it  was 
used  in  the  sections,  may  be  better  defined  by  the  term 
"request."  The  presence  of  "petition"  formerly  in  the  sections 
was  misleading  to  the  extent  that  it  may  indicate  to  appHcants 
that  papers  under  this  section  have  to  be  filed  with  the  Office 
of  Petitions  when  in  fact  amendments  to  correct  the  inventor- 
ship under  §  1 .48  are  to  be  decided  by  the  primary  examiners  in 
the  Technology  Centers  and  should  be  submitted  there.  See 
MPEP  1002.02(e).  Where,  however,  the  §  1.48  request  is 
accompanied  by  a  petition  under  §  1.183  seeking  waiver  of  a 
requirement  under  1.48,  both  papers  should  be  directed  to  the 
Office  of  Petitions. 

The  requirements  for  a  statement  formerly  in  §§  1.48(a)(1), 
(c)(1),  and  (e)(1)  are  placed  in  §§  1.48(a)(2),  (c)(2),  and  (e)(2) 
and  corresponding  changes  made  in  subsequent  paragraphs. 

Sections  1 .48(b)  and  (d)  are  revised  to  indicate  that  a  request  to 
correct  the  inventorship  thereunder  must  be  signed  by  a  party 
as  set  forth  in  §  1.33(b)  (which  would  enable  a  practitioner 
alone  to  sign  all  the  needed  papers).  The  inventors,  whether 
being  added,  deleted,  or  retained,  are  not  required  to  participate 
in  a  correction  under  these  paragraphs.Thus,  the  inventor(s)  to 
be  deleted  pursuant  to  §  1.48(b)  in  a  nonprovisional  applica- 
tion, or  added  pursuant  to  §  1.48(d)  in  a  provisional  applica- 
tion, and  those  inventors  that  are  retained  in  either  situation, 
are  not  required  to  participate  in  the  inventorship  correction, 
such  as  by  signing  a  statement  of  facts,  or  an  oath  or 
declaration  under  §  1.63. 

Sections  1.48(a)  through  (e)  are  revised  to  define  the  fee 
required  as  a  "processing"  fee,  to  delete  the  reference  to  a 
"petition,"  and  to  indicate  that  amendment  of  the  application  to 
correct  the  inventorship  would  require  the  filing  of  a  request  to 
correct  the  inventorship  along  with  other  items,  as  set  forth  in 
the  respective  paragraphs  of  this  .  The  latter  change  is  not  one 
of  substance  but  a  clarification  that  the  amendment  require- 
ment of  the  statute,  35  U.S.C.  116,  merely  refers  to  the  change 
in  Office  records  (face  of  the  application  file  wrapper  cor- 
rected, notation  on  a  previously  submitted  §  1.63  oath/ 
declaration,  change  in  Patent  Application  Location  and  Moni- 
toring (PALM)  data,  and  a  corrected  filing  receipt  issued)  that 
would  be  made  upon  the  grant  of  a  §  1.48  request.  Thus, 
amendment  of  the  inventorship  in  an  application  is  not  made  as 
an  amendment  under  §  1.121.  Where  there  is  a  need  to  make 
an  actual  amendment  under  §  1.121,  such  as  when  a  cover  page 
of  the  specification  recites  the  inventive  entity,  an  amendment 
should  also  be  submitted.  In  the  absence  of  such  an  amend- 
ment, the  Office  may,  at  its  option,  correct  the  inventor's  names 
on  the  cover  sheet  or  in  the  specification.  Where  an  application 
needs  a  correction  of  inventorship  under  §  1.48  and  a  paper  is 
submitted  with  a  title  that  does  not  set  forth  the  paper  as  a 
request  under  1 .48,  but  it  is  clear  from  the  paper  submitted  that 
an  inventorship  correction  is  desired,  a  request  for  a  correction 
of  inventorship  under  1.48  will  be  inferred  from  the  paper 
submitted  and  will  be  treated  under  §  1.48. 

A  request  for  a  corrected  filing  receipt  correcting  a  typing  or 
office  error  in  the  names  of  the  inventors  will  not  ordinarily  be 
treated  under  §  1.48.  Any  request  to  correct  inventorship  should 
be  presented  as  a  separate  paper.  For  example,  placing  a 


request  under  1 .48(b)  to  correct  the  inventorship  in  the  remarks 
section  of  an  amendment  may  cause  the  Office  to  overlook  the 
request  and  not  act  on  it. 

Section  1.48(f)(1)  is  clarified  to  recite  that  its  provision  for 
changing  the  inventorship  only  applies  if  an  oath  or  declaration 
under  §  1.63  has  not  been  submitted  by  any  of  the  inventors, 
and  that  submission  of  an  oath  or  declaration  under  §  1.63  by 
any  of  the  inventors  is  sufficient  to  correct  an  earlier  identifi- 
cation of  the  inventorship. 

Example  1:  An  unexecuted  application  is  filed  identifying  A, 
B,  and  C  as  the  inventors.  A  §  1.63  declaration  is  also 
submitted  signed  only  by  A  and  naming  A,  B,  and  C  as  the 
inventors.  To  complete  the  application  (§  1.53(f)),  a  §  1.63  oath 
or  declaration  by  B  and  C  identifying  the  inventors  as  A,  B. 
and  C  is  needed.  In  attempting  to  reply  to  a  Notice  to  File 
Missing  Parts  of  Application  requiring  the  missing  oath  or 
declaration  by  B  and  C,  it  is  discovered  that  D  is  also  an 
inventor.  A  declaration  by  A,  B,  C,  and  D,  if  submitted  without 
a  request  under  §  1.48(a)  to  correct  the  inventorship  to  A-D 
from  A-C,  will  not  be  accepted  as  a  reply  to  the  Notice  to  File 
Missing  Parts  of  Application. 

Thus,  it  should  be  clear  that  a  first  oath  or  declaration  under  § 
1.63  completed  by  less  than  all  the  inventors  initially  identified 
(whether  the  oath  or  declaration  is  submitted  at  the  time  of 
filing  of  the  application  or  thereafter),  will,  under  §  1.48(f)(1), 
lock  in  the  inventorship,  and  the  later  filing  of  another 
declaration  by  a  different  but,  the  actual  entire  inventive  entity, 
will  not  be  effective  under  §  1.48(f)(1)  to  correct  the  inventor- 
ship. 

Example  2:  An  application  is  filed  identifying  A,  B,  and  C  as 
the  inventors  in  the  application  transmittal  letter,  and  a  §  1.63 
declaration  is  concomitantly  submitted  only  by  A,  naming  only 
A,  as  the  sole  inventor.  The  inventorship  of  the  application  is 
A  (because  of  the  declaration  of  A).  A  later  submitted  §  1.63 
declaration  by  A,  B,  and  C  would  require  a  request  under  § 
1.48(a)  to  correct  the  inventorship  to  A,  B,  and  C  before  the 
declaration  by  A,  B,  and  C  could  be  accepted. 

Section  1.48(f)(1)  is  amended  to  reference  §  1.497(d)  for 
submission  of  an  executed  oath  or  declaration  naming  an 
inventive  entity  different  from  the  inventive  entity  set  forth  in 
the  international  stage  when  entering  the  national  stage  under 
35  U.S.C.  371  and  §  1.494  or  §  1.495. 

Section  1 .48(h)  is  added  to  indicate  that  the  provisions  of  this 
section  do  not  apply  to  reissue  applications,  and  to  reference  §§ 
1.171  and  1.175  for  correction  of  inventorship  in  reissue 
applications. 

Section  1.48(i)  is  added  to  reference  §§  1.324  and  1.634  for 
corrections  of  inventorship  in  patents  and  interference  pro- 
ceedings, respectively. 

Sections  1.48(a)  through  (i)  are  amended  to  have  titles  added 
to  make  locating  the  appropriate  paragraph  easier. 

Section  1.51:  Section  1.5 1(b)  is  amended  to  include  a  reference 
to  §  1.53(d),  as  a  proper  continued  prosecution  application 
under  §  1.53(d)  in  which  the  basic  filing  fee  has  been  paid  is 
a  complete  application  under  §  1.51(b). 

Section  1.52:  The  title  of  §  1.52  is  amended  to  reflect  the 
addition  of§  1.52(e). 

Sections  1.52(a)  and  (b)  are  amended  to  clarify  the  paper 
standard  requirements  for  papers  submitted  as  part  of  the 
record  of  a  patent  application  or  a  reexamination  proceeding. 
Section  1.52(a)  sets  forth  the  paper  standard  requirements  for 
all  papers  that  are  to  become  a  part  of  the  permanent  records  of 
the  Office,  and  §  1.52(b)  sets  forth  the  paper  standard  require- 
ments for  the  application  (specification,  including  the  claims, 
drawings,  and  oath  or  declaration)  or  a  reexamination  proceed- 
ing where  apphcable  and  any  amendments  or  corrections  to  the 
application  or  proceeding.  Papers  making  up  the  application  or 
proceeding  where  applicable  or  an  amendment  or  correction  to 
the  application  or  proceeding  must  meet  the  requirements  of  §§ 
1.52(a)  and  (b),  but  papers  submitted  for  the  record  that  do  not 
make  up  the  application  (e.g.,  a  declaration  under  §  1.132)  or 
proceeding  need  not  meet  the  requirements  of  §  1.52(b). 
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Section  1.52(a)(5)  provides  that  for  papers  not  in  compliance 
with  §  1.52(a)(1),  that  applicant  must,  within  a  set  time  period, 
provide  appropriate  substitute  papers. 

Section  1.52(b)(6)  is  being  added  to  include  optional  paragraph 
numbering  as  a  basis  for  the  new  amendment  practice  in  § 
1.121  and  as  an  aid  to  transitioning  into  total  electronic  filing. 
The  amended  rule  language  sets  forth  a  procedure  for  number- 
ing the  paragraphs  of  the  specification  at  the  time  of  filing.  This 
procedure  will  facilitate  the  entry  of  amendments  by  providing 
a  more  uniform  method  for  identifying  paragraphs  in  the 
specification  to  be  amended,  thus  overcoming  any  differences 
created  by  word  processor  formatting  and  pagination  varia- 
tions. 

The  paragraph  numbering  procedure,  in  the  interest  of  unifor- 
mity, encourages  applicants  to  use  four  digit  Arabic  numerals 
enclosed  within  square  brackets  and  including  leading  zeroes 
as  the  first  element  of  the  paragraph.  The  numbers  and  brackets 
should  be  highlighted  in  bold  (e.g.,  [0001]),  and  should  appear 
as  the  first  part  of  the  paragraph  immediately  to  the  right  of  the 
left  margin.  Approximately  four  character  spaces  should  fol- 
low the  bracketed  number  before  the  beginning  of  the  actual 
text  of  the  paragraph. 

A  paragraph  is  defined  as  a  distinct  passage,  or  section,  of  the 
specification  which  has  unity  of  meaning.  A  paragraph  shall 
not  contain  headers  or  drawings,  but  may  contain  nontext 
elements  such  as  tables,  mathematical  formulae,  chemical 
structures,  etc.  The  nontext  elements  shall  not  normally,  by 
themselves,  be  considered  as  paragraphs  but  must  always  form 
part  of  the  paragraph,  either  above,  or  around,  the  nontext 
elements,  and  should  not  be  independently  numbered.  Any 
type  of  list,  e.g.,  a  buUeted  or  numbered  list,  should  be  treated 
as  part  of  the  paragraph  around  or  preceding  the  list,  and 
should  not  be  independently  numbered.  Paragraph  (or  section) 
headers,  such  as  "Description  of  the  Invention"  or  "Example 
3,"  are  not  considered  part  of  any  paragraph  and  should  not  be 
numbered. 

The  procedure  for  paragraph  numbering  encourages  applicants 
to  use  any  method  provided  by  existing  word  processing 
software  to  provide  a  number  as  the  first  element  of  the 
paragraph.  Handwriting  of  paragraphs  numbers  while  not 
encouraged  wiU  be  permitted. 

The  Office  will  neither  number  the  paragraphs  or  sections  of 
the  specification,  nor  accept  any  instructions  from  applicants  to 
do  the  same. 

Section  1.52(b)(7)  provides  that  where  papers  not  in  compli- 
ance with  §§  1.52(b)(1)  through  (b)(5)  are  submitted,  the 
applicant,  patent  owner,  or  requester  in  a  reexamination 
proceeding,  after  notice  by  the  Office,  must  provide  papers  that 
do  comply  (§§  1.52(b)(1)  through  (b)(5))  within  a  set  time 
period  in  the  notice. 

Section  1.52(c)  is  amended  to  provide  that:  (1)  alterations  to 
the  application  papers  must  (rather  than  "should")  be  made 
before  the  oath  or  declaration  is  signed;  (2)  a  substitute 
specification  (§  1.125)  is  required  if  the  application  papers  do 
not  comply  with  §  1.52(a)  and  (b)  due  to  interlineations, 
erasures,  cancellations  or  other  alterations  of  the  application 
papers;  and  (3)  if  an  oath  or  declaration  is  a  copy  of  the  oath 
or  declaration  from  a  prior  application,  the  application  for 
which  such  copy  is  submitted  may  contain  alterations  that  do 
not  introduce  matter  that  would  have  been  new  matter  in  the 
prior  application. 

Section  1.52(d)  was  proposed  to  provide  separately  for  non- 
provisional  applications  and  provisional  applications  filed  in  a 
language  other  than  Enghsh.  The  proposal  was  not  carried 
forward  in  the  instant  rulemaking  but  will  be  treated  in 
rulemaking  relating  to  implementation  of  the  eighteen-month 
publication  provisions  of  the  "American  Inventors  Protection 
Act  of  1999."  See  Changes  to  Implement  Eighteen-Month 
Publication  of  Patent  Applications.  Notice  of  Proposed  Rule- 
making, 65  PR  17046,  17964  (April  5,  2000),  1233  Off.  Gaz. 
Pat.  Office  121  (April  25,  2000). 

Section  1.52(e)  is  amended  to  itemize  the  parts  of  the  specifi- 
cation that  may  be  submitted  on  a  compact  disc,  and  to  specify 
that  a  compact  disc  (CD-ROM  or  CD-R)  meeting  ISO  9660 
format  standards  with  ASCII  data  files  is  the  only  acceptable 


archival  electronic  media  for  submissions.  The  Office  indicated 
in  the  Notice  of  Proposed  Rulemaking  that  submissions  on 
microfiche  placed  a  burden  on  the  Office  and  the  applicant.  The 
Office  indicated  that  it  intended  to  accept  archived  electronic 
media.  The  burden  of  submitting  and  processing  large  biotech- 
nology "Sequence  Listing"  submissions  in  paper  form  can  also 
be  avoided  using  archival  electronic  media.  Large  tables, 
common  in  the  biotechnology  arts  but  sometimes  received  in 
other  technologies,  are  now  also  included  among  the  items  that 
may  be  submitted  on  acceptable  compact  discs.  Note  that  these 
specifications  do  not  apply  to  the  computer  readable  form  of 
Section  1.821(e),  which  is  specified  therein. 

Section  1.52(e)(1)  recites  the  three  types  of  submissions  that 
are  acceptable  on  the  compact  disc  format:  (1)  computer 
listings;  (2)  nucleotide  and/or  amino  acid  "Sequence  Listings"; 
and  (3)  large  tables. 

Section  1.52(e)(2)  defines  which  compact  disc  formatted 
media  the  Office  will  accept  for  the  listed  submissions: 
compact  disc  -  recordable  (CD-Rs)  and  compact  disc  -  read 
only  memory  (CD-ROMs). 

Section  1.52(e)(3)  set  forth  the  standards  that  must  be  used  in 
formatting  the  information  on  the  compacts  discs:  ASCII  and 
ISO  9660.  Section  1.52(e)(3)  also  discusses  the  packaging  of 
the  compact  discs  for  submission  to  the  Office,  and  the 
contents  of  the  associated  transmittal  letter. 

Section  1.52(e)(4)  specifies  that  the  two  copies  of  each 
compact  disc  are  required,  how  the  two  copies  must  be  labeled, 
and  how  the  Office  will  treat  the  compact  discs  if  they  are  not 
indeed  identical  (Copy  1  will  be  used  for  processing.).  Re- 
placement copies  are  also  discussed. 

Section  1.52(e)(5)  indicates  how  the  material  on  the  compact 
discs  will  be  incorporated  by  reference  into  the  specification, 
by  way  of  a  statement  under  §  1.77(b)(4).  Section  1.52(e)(5) 
also  provides  that  the  Office  may  require  that  parts  of  the 
specification  that  were  submitted  on  compact  disc  be  resub- 
mitted on  paper.  Only  the  paper  portions  of  the  application 
will,  under  our  current  procedures,  be  published,  either  as 
pubhshed  applications  or  patents.  The  Office  can  thus  require 
that  certain  information,  such  as  related  to  an  elected  species, 
be  submitted  in  the  proper  form  (paper)  to  be  printed. 

Section  1.52(e)(6)  indicates  the  information  that  shall  be 
placed  on  the  labels  of  the  compact  discs  to  help  identify  them. 

Section  1.52(e)(7)  indicates  that  if  a  file  is  unreadable,  on  the 
compact  discs  that  we  have  received,  the  Office  will  treat  that 
information  as  not  having  been  received.  Examples  of  the 
types  of  difficulties  that  render  a  file  unreadable  are  given: 
non-standard  formatting,  computer  viruses  and  defective  me- 
dia. The  applicant  is  well  advised  to  test  that  the  compact  disc 
can  be  read  by  a  standard  office  computer  and  is  compliant 
with  Office  requirements  before  submission. 

Comment  20:  One  comment  opposed  §§  1.52(a)(5)  and  (b)(7) 
as  proposed  in  that  the  Office  would  be  providing  a  service  that 
was  not  requested  and  charging  an  open-ended  fee. 

Response:  The  comment  has  been  adopted.  The  rule  language 
has  been  modified  to  provide  for  the  mailing  of  a  notice  of  the 
noncompliance,  which  notice  will  require  the  apphcant,  patent 
owner,  or  requester  in  a  reexamination  proceeding  to  submit 
compliant  papers  in  reply  to  the  notice  within  the  time  period 
set  in  the  notice.  The  proposed  option,  allowing  the  Office  to 
prepare  compliant  papers  for  a  fee,  has  not  been  adopted  as 
final. 

Comment  2 1 :  One  comment  suggested  that  sequence  listing  be 
exempted  from  the  requirements  of  §  1.52(b)(2). 

Response:  The  comment  has  been  adopted.  The  computer 
readable  form  requirements  of  §  1.821(e)  have  not  been 
modified  and  an  exclusion  placed  in  §  1.52(b)(2)  for  §§  1.821- 
1.825. 

Comment  22:  The  proposal  to  encourage  the  use  of  paragraph 
numbering  first  appeared  in  the  Advance  Notice  in  conjunction 
with  the  replacement  paragraph  concept  as  part  of  Topic  13, 
and  was  later  carried  forward  in  the  Notice  of  Proposed 
Rulemaking  as  §§  1.52(b)(6)  and  1.121.  Strenuous  opposition 
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was  received  to  paragraph  numbering  as  proposed  where  a 
substitute  specification  would  be  required  for  amendments  to 
the  specification  in  the  absence  of  paragraph  numbering.  The 
proposal  for  paragraph  numbering  is  viewed  as  burdensome 
and  inconsistent  with  the  requirements  of  other  countries. 

Response:  The  comments  have  been  adopted  in  that  the  linkage 
to  substitute  specifications  for  amendments  where  paragraph 
numbering  has  not  been  utilized  is  dropped.  Paragraph  num- 
bering has  been  retained  as  an  option  with  no  negative 
consequences  if  not  utilized. 

Comment  23:  Some  of  the  comments  suggested  identification 
of  paragraphs  under  §  1.52(b)(6)  by  page  and  line  number, 
rather  than  by  paragraph  numbering. 

Response:  This  suggestion  of  requiring  identification  by  page 
and  line  number  could  not  be  adopted  and  would,  in  fact,  be 
unworkable  as  a  transition  into  electronic  filing  since  fixed 
pages  do  not  exist  in  documents  created  on  a  computer.  Page 
and  line  numbering  are  affected  by  font  size,  line  spacing  and 
formatting  and  can  vary  between  different  hardware  and 
software  components.  Once  each  paragraph  has  been  individu- 
ally identified  and  tagged  with  a  number,  however,  all  future 
processing  of  the  application,  whether  by  paper  or  electronic 
version,  may  be  done  uniformly  and  accurately  by  both  the 
Office  and  the  applicant.  For  the  time  being,  the  concept  of 
having  appUcants  provide  numbered  paragraphs  will  be  en- 
couraged, although  still  optional. 

Comment  24:  One  comment  suggested  that  the  paragraph 
numbering  should  be  modified  with  the  left  digit  in  the  first 
paragraph  number  being  a  "1." 

Response:  While  it  was  not  stated  why  use  of  a  "1"  would  be 
superior  to  the  format  suggested,  the  rule  permits  apphcants  to 
use  any  numbering  system  and  does  not  require  use  of  the  form 
suggested  in  §  1.52(b)(6). 

Comment  25:  One  comment,  in  addition  to  opposing  the 
proposal  under  §  1.52(b)(6),  suggested  that  implementation 
apply  only  to  applications  filed  after  publication  of  the  final 
rule. 

Response:  The  suggestion  is  inherently  incorporated  in  the 
rule,  in  that  paragraph  numbering  is  both  optional  and  can  only 
be  used  when  an  application  is  first  filed. 

Conmient  26:  The  comments  regarding  §  1.52(e),  which  were 
generally  supportive  of  the  rule,  were  concerned  with  the 
issues  of  alteration  of  the  data  and  future  readability  of  the 
electronic  media. 

Response:  The  issue  of  alteration  and  changes  to  the  data  are 
of  great  concern  to  the  Office.  Accordingly,  the  only  electronic 
media  that  are  permitted  under  the  rule  are  limited  to  those  that 
cannot  be  changed  or  erased.  Compact  Disc-Read-Write  (CD- 
RW)  media  which  can  be  erased  and  rewritten  are  not  allowed 
under  the  amended  rule  since  they  do  not  satisfy  this  concern. 
Another  concern  with  CD-RW  media  is  compatibility  with 
existing  Office  hardware  since  older  CD-ROM  drives  may  not 
be  able  to  read  CD-RW  media.  Similarly,  the  Office  is  limiting 
the  data  format  to  the  International  Standard  ISO  9660  format 
containing  ASCII  data  files  which  is  supported  by  all  of  the 
major  computer  operating  systems  and  hardware  makers.  In 
view  of  the  media  types  and  data  formats  selected,  it  is 
expected  that  the  authenticity  and  reliability  of  Office  records 
should  be  incontrovertible  well  into  the  future. 

Section  1.53:  Section  1.53(c)(1)  is  amended  to  clearly  provide 
that  the  cover  sheet  required  by  §  1.51(c)(1)  may  be  an 
application  data  sheet  (§  1.76). 

Section  1.53(c)(2)  is  amended  for  clarity  and  to  refer  to  "the 
processing  fee  set  forth  in  §  1.1 7(q)"  for  consistency  with  the 
amendment  to  §  1.17(q). 

Section  1.53(d)(4)  is  amended  to  eliminate  the  reference  to  a 
"petition"  under  §  1.48  for  consistency  with  the  amendment  to 
§  1.48.  Section  1.53(d)  is  also  amended  to  add  a  new  § 
1.53(d)(10)  to  provide  a  reference  to  §  1.103(b)  for  requesting 
a  limited  suspension  of  action  in  a  continued  prosecution 
application  (CPA)  under  §  1.53(d). 


Section  1.53(e)(2)  is  also  amended  to  require  that  a  petition 
under  §  1.53(e)  be  accompanied  by  the  fee  set  forth  in  § 
1.17(h),  regardless  of  whether  the  application  is  filed  under  §§ 
1.53(b),  1.53(c),  or  §  1.53(d).  While  provisional  applications 
filed  under  §  1.53(c)  are  not  subject  to  examination  under  35 
U.S.C.  131  (35  U.S.C.  111(b)(8)),  petitions  under  §  1.53(e)  in 
provisional  applications  filed  under  §  1.53(c)  are  as  burden- 
some as  petitions  under  §  1.53(e)  in  nonprovisional  applica- 
tions filed  under  §  1.53(b)  or  §  1.53(d).  Therefore,  it  is 
appropriate  to  charge  the  petition  fee  set  forth  in  §  1.17(h)  for 
petitions  under  §  1.53(e)  in  applications  filed  under  §  1.53(c), 
as  well  as  for  applications  filed  under  §  1.53(b),  or  §  1.53(d). 

Sections  1.53(f)  and  (g)  are  amended  for  clarity  and  to  include 
a  reference  to  "or  reissue"  in  the  paragraph  heading  to  clarify 
that  the  provisions  of  §  1.53(f)  apply  to  all  nonprovisional 
applications,  which  include  continuation,  divisional,  and  con- 
tinuation-in-  part  applications,  as  well  as  reissue  applications 
and  continued  prosecution  applications. 

Section  1.53(f)  is  also  amended  to  provide  that  if  applicant 
does  not  pay  one  of  either  the  basic  filing  fee  or  the  processing 
and  retention  fee  set  forth  in  §  1.21(1)  during  the  pendency  of 
the  application  (rather  than  within  one  year  of  the  mailing  of  a 
Notice  to  File  Missing  Parts  of  Application),  the  Office  may 
dispose  of  the  application.  The  former  one-year  period  in  § 
1.53(f)  for  submitting  the  processing  and  retention  fee  con- 
fused applicants  into  believing  that  a  continuing  application 
could  be  filed  anytime  within  that  one-year  period.  This 
resulted  in  a  lack  of  copendency  (and  the  loss  of  benefits  under 
35  U.S.C.  120)  when  the  prior  application  became  abandoned 
for  failure  to  timely  reply  to  a  Notice  to  File  Missing  Parts  of 
Application  and  a  "continuing"  application  was  not  filed  until 
the  end  of  the  former  one-year  period  in  §  1.53(f)  and  after  the 
expiration  of  the  period  for  reply  to  the  Notice  to  File  Missing 
Parts  of  Application. 

The  new  timeframe  for  submission  of  an  application  retention 
fee  under  §  1.53(f)(5)  will  be  applicable  to  all  applications  filed 
on  or  after  sixty  days  after  the  date  of  publication  in  the 
Federal  Register. 

Section  1.55:  Section  1.55(a)(2)(iv)  is  amended  to  refer  to  "the 
processing  fee  set  forth  in  §  1.17(i)"  for  consistency  with  the 
amendment  to  §  1.17(h)  and  (i).  See  discussion  of  the 
amendment  to  §  1.17. 

Sections  1.55(a)(2)(i)  through  (iii)  clarify  the  current  Office 
practice  concerning  when  the  claim  for  priority  and  the 
certified  copy  of  the  foreign  application  specified  in  35  U.S.C. 
119(b)  must  be  filed.  Specifically,  §  1.55(a)(2)(i)  clarifies 
current  Office  practice.  In  an  application  filed  under  35  U.S.C. 
111(a),  the  Office  requires  the  claim  for  priority  and  the 
certified  copy  of  the  foreign  application  to  be  filed  before  a 
patent  is  granted.  Section  1.55(a)(2)(ii)  clarifies  current  Office 
practice.  In  an  application  that  entered  the  national  stage  of  an 
international  application  after  compliance  with  35  U.S.C.  371, 
the  time  limits  set  in  the  PCT  and  the  Regulations  under  the 
PCT  control  the  time  limit  for  making  the  claim  for  priority, 
while  the  certified  copy  of  the  foreign  application  must  be  filed 
before  the  patent  is  granted  if  the  certified  copy  was  not  filed 
in  accordance  with  the  PCT  and  the  Regulation  under  the  PCT. 
Section  1.55(a)(2)(iii)  clarifies  current  Office  practice.The 
Office  may  require  both  the  claim  for  priority  and  certified 
copy  of  the  foreign  application  be  filed  at  an  earlier  time  than 
in  §§  1.55(a)(2)(i)  or  1.55(a)(2)(ii)  under  certain  enumerated 
circumstances. 

Section  1.55(a)(2)(iv)  provides  that  priority  claims  and  docu- 
ments may  be  submitted  after  payment  of  the  issue  fee  but 
before  the  patent  is  granted  (published),  however,  no  further 
review  by  the  Office  other  than  placement  in  the  application 
file  will  occur  at  that  time.Thus,  it  is  now  difficult  for  the  Office 
to  match  a  petition  containing  a  priority  claim  or  certified 
priority  document  filed  after  payment  of  the  issue  fee  with  an 
application  file,  and  determine  whether  the  applicant  has  met 
the  conditions  of  35  U.S.C.  119(a)-(d)  to  make  the  priority 
claim,  before  the  date  the  application  will  issue  as  a  patent. 
Nevertheless,  it  is  also  undesirable  to  prohibit  applicants  from 
filing  a  priority  claim  or  certified  priority  document  between 
the  date  the  issue  fee  is  paid  and  the  date  a  patent  is  issued. 
Therefore,  the  Office  will  permit  applicants  to  file  a  priority 
claim  or  certified  priority  document  (with  the  processing  fee 
set  forth  in  §  1. 17(i))  between  the  date  the  issue  fee  is  paid  and 
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the  date  a  patent  is  issued.  The  Office  will,  however,  merely 
place  such  submission  in  the  application  file  but  will  not 
attempt  to  determine  whether  the  applicant  has  met  the 
conditions  of  35  U.S.C.  119(a)-(d)  to  make  the  priority  claim 
nor  include  the  priority  claim  information  in  the  text  of  the 
patent.  In  such  a  situation,  the  patent  will  not  contain  the 
priority  claim  information.  The  patentee  may  request  a  certifi- 
cate of  correction  under  35  U.S.C.  255  and  §  1.323  and  a 
determination  of  entitlement  for  such  priority  will  be  made 
after  the  patent  is  granted. 

Comment  27:  One  comment  requested  that  it  be  clarified  that 
a  claim  of  priority  and  documents  filed  after  payment  of  the 
issue  fee.  but  before  the  patent  issues,  will  not  be  reviewed  by 
the  Office,  and  that  a  determination  of  priority  entitlement  will 
be  made  upon  issuing  a  certificate  of  correction. 

Response:  The  comment  has  been  adopted  and  the  proposed 
language  of  §  1.55(a)(2)(iv)  modified. 

Comment  28:  Two  comments  have  suggested  that  one  fee  of 
$130  rather  than  two  fees,  one  under  §  1.55(a)  and  one  under 
§  1.323.  would  be  more  appropriate.  At  least  the  Office  should 
propose  to  reduce  the  §  1.55(a)  fee  in  that  the  Office  is  no 
longer  doing  a  substantive  review.  One  of  the  comments 
suggested  that  a  procedure  should  be  set  up  to  issue  the 
certificate  of  correction  (automatically)  after  the  patent  issues 
based  on  the  previously  received  §  1.55(a)  submission  (rather 
than  require  patentee  to  send  in  a  subsequent  request  for  a 
certificate  of  correction). 

Response:  The  comments  are  not  adopted.  Applicants  may  of 
course  submit  a  §  1.323  certificate  of  correction  at  the  same 
time  the  §  1.55(a)  submission  is  submitted,  but  any  procedure 
that  would  have  the  Office  automatically  later  treat  a  §  1.55(a) 
submission  as  a  certificate  of  correction  is  not  workable.  It  is 
unlikely  that  a  §  1.55(a)  submission  would  be  routinely 
recognized  as  triggering  a  need  for  the  Office  to  issue  a 
certificate  of  correction.  Moreover,  even  if  such  recognition 
initially  occurred  when  the  §  1.55(a)  submission  were  re- 
ceived, the  required  lapse  of  time  between  the  §  1.55(a) 
submission  and  whatever  time  after  publication  that  the  cer- 
tificate of  correction  would  then  be  acted  upon  may  cause  the 
need  to  issue  a  certificate  of  correction  to  be  overlooked.  Both 
the  processing  of  the  §  1.55(a)  submission  and  the  §  1.323 
submission  generate  significant  costs  for  the  Office,  which 
costs  must  be  recovered.  A  single  fee  would  not  be  sufficient  to 
recover  the  total  cost  for  both  treatment  of  the  §  1.55(a) 
submission  and  the  issuance  of  the  §  1.323  certificate  of 
correction.  It  should  be  recognized  that  "just  placing"  a  paper 
in  a  file  that  is  in  line  for  printing  is  not  as  simple  a  process  as 
the  comments  would  indicate. Associating  the  paper  with  the 
file  and  replacing  of  the  file  in  the  printing  queue  for  the 
contractor  requires  many  steps  by  many  individuals.  The  actual 
processing  of  the  paper  represents  the  most  significant  portion 
of  the  cost  of  the  prior  review  process  to  evaluate  the  priority 
claim. 

Comment  29:  One  comment  suggested  that  the  proposed 
change  would  negatively  impact  predictability  of  the  effective 
filing  date  of  issued  patents  where  a  request  for  a  certificate  of 
correction  is  not  submitted.  It  is  believed  that  it  is  better  for  the 
Office  to  continue  to  review  the  claims  for  priority  submitted 
after  payment  of  the  issue  fee  rather  than  shift  the  burden  to 
anyone  reviewing  the  file  history  where  a  certificate  of 
correction  has  not  been  requested. 

Response:  The  comment  is  not  adopted.  Absent  issuance  by  the 
Office  of  a  certificate  of  correction,  patentee  cannot  rely  upon 
a  foreign  priority  date.  While  it  is  true  that  the  public  would  not 
know  whether  patentee  will  ever  file  a  certificate  of  correction 
to  obtain  a  priority  claim  (there  is  no  time  limit  under  §  1.323), 
that  was  also  true  under  previous  practice.  Even  though 
previous  practice  permitted  a  determination  of  the  right  to 
priority  before  issuance,  a  patentee  could  request  and  the 
Office  would  issue  a  certificate  of  correction  after  issuance 
(recourse  via  reissue  to  correct  the  lack  of  a  priority  claim 
pursuant  to  Brenner  v.  State  of  Israel.  400  F.2d  789,  158  USPQ 
584  (D.C.  Cir.  1968)  was  not  required). 

Comment  30:  Two  comments  suggested  that  the  Office  con- 
sider a  further  rule  change  in  regard  to  bypass  applications 
(continuations  of  international  applications  filed  under  35 
U.S.C.  111(a)  and  claiming  benefit  of  the  international  appli- 


cation under  35  U.S.C.  365(c),  rather  than  as  national  stage 
applications)  that  would  permit  the  use  of  a  photocopy  of  the 
foreign  priority  document  that  has  been  sent  by  the  Interna- 
tional Bureau  to  the  Office  as  a  Designated  or  Elected  Office 
under  the  PCT.  It  is  argued  that  the  statute  does  not  specify 
who  must  make  the  certification  and  that  therefore  the  certifi- 
cation can  be  made  and  was  in  fact  made  when  the  copy  of  the 
foreign  application  was  prepared  by  WIPO  (rather  than  the 
certification  being  made  by  country). 

Response:  The  comments  are  not  adopted.  The  photocopy 
received  from  the  International  Bureau  does  not  constitute  a 
certified  copy  (it  is  merely  a  photocopy  of  the  priority 
application  and  is  not  certified  by  WIPO),  and  would  not 
satisfy  the  provision  that  a  certified  copy  be  provided  in 
applications  filed  under  35  U.S.C.  111(a).  35  U.S.C.  119(b) 
defines  how  a  certified  copy  must  be  made,  which  requires  that 
a  statement  be  made  by  the  foreign  intellectual  property 
authority  in  which  the  foreign  application  was  filed.  The 
procedure  suggested  by  the  comment  would  not  meet  this 
definition.  In  addition,  the  copy  of  the  priority  application 
communicated  by  the  International  Bureau  is  placed  in  a  folder 
and  is  not  assigned  a  U.S.  application  number  unless  the 
national  stage  is  entered.  Such  folders  are  disposed  of  if  the 
national  stage  is  not  entered.  Therefore,  such  copies  may  not  be 
available  if  needed  later  in  the  prosecution  of  a  continuing 
application.  Accordingly,  the  priority  documents  in  folders  of 
international  applications  which  have  not  entered  the  national 
stage  may  not  be  relied  on. 

Section  1.56:  Section  1.56  is  amended  to  add  a  new  §  1.56(e) 
to  provide  that  in  any  continuation-in-part  application,  the  duty 
under  §  1.56  includes  the  duty  to  disclose  to  the  Office  all 
information  known  to  the  person  to  be  material  to  patentability 
which  became  available  between  the  filing  date  of  the  prior 
application  and  the  national  or  PCT  international  filing  date  of 
the  continuation-in-part  application.  Section  1.63(e)  (second 
sentence)  formerly  required  that  the  oath  or  declaration  in  a 
continuation-in-part  application  acknowledge  that  the  duty 
under  §  1.56  includes  the  duty  to  disclose  to  the  Office  all 
information  known  to  the  person  to  be  material  to  patentability 
(as  defined  in  §  1.56(b))  which  became  available  between  the 
filing  date  of  the  prior  application  and  the  national  or  PCT 
international  filing  date  of  the  continuation-in-part  application. 
Thus,  the  examiner  must  object  to  an  oath  or  declaration  in  a 
continuation-in-part  that  does  not  contain  this  statement.  By 
amending  §  1.56  to  expressly  provide  that  the  duty  under  § 
1.56  includes  this  duty,  an  acknowledgment  of  the  duty  of 
disclosure  under  §  1.56  is  an  acknowledgment  of  this  duty  in 
a  continuation-in-part  application,  and  an  express  statement  to 
that  effect  in  the  oath  or  declaration  will  no  longer  be  required 
(§  1.63(e)  is  also  amended  by  deletion  of  the  second  sentence). 

Comment  31:  Two  comments  stated  that  the  purpose  of  the 
language,  proposed  to  no  longer  be  required  in  the  §  1.63 
oath/declaration,  is  to  remind  inventors  who  must  sign  the 
document  of  their  duty  in  regard  to  continuation-in-part 
applications.  The  presence  of  such  information  in  §  1.56  would 
not  put  on  notice  an  inventor  in  the  same  manner  as  if  it 
appeared  in  the  oath/declaration. 

Additionally,  there  does  not  appear  to  be  more  reason  to  add 
such  a  provision  to  §  1.56  since  §  1.56  does  not  include  other 
reminders  about  the  duty  of  disclosure  such  as  public  use  or 
sale,  or,  indeed,  every  other  provision  regarding  a  form  of  prior 
art. 

Response:  The  comments  are  adopted  to  the  limited  extent 
indicated.  Where  a  practitioner  believes  that  there  is  an 
educational  purpose  to  be  served  from  the  appearance  of  such 
language  in  an  oath/declaration,  the  practitioner  is  free  to 
provide  the  inventors  an  oath/declaration  form  that  contains 
such  language.  Declarations  that  do  not  contain  such  an 
informational  reminder,  however,  will  no  longer  be  treated  as 
informal  with  a  new  declaration  required.  In  view  of  the 
expressed  concern  that  the  language  should  be  present  in  a 
declaration,  the  Office  will  continue  to  supply  §  1.63  forms 
containing  the  language  being  deleted  as  a  §  1.63(e)  require- 
ment. The  Office's  Standard  Declaration  form  (PTO/SB/01) 
will  be  modified  to  move  the  continuation-in-part  language 
relating  to  information  that  became  available  between  the 
filing  date  of  a  prior  application  and  the  filing  date  of  an  instant 
(continuing)  application  from  page  2  to  page  1.  (The  curtent 
placement  of  the  continuation-in-part  language  on  page  2  is  in 
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a  portion  of  the  Standard  Declaration  form  that  requires 
completion  by  the  applicant  as  to  continuing  data.  If  such 
portion  were  not  completed,  it  is  unclear  whether  the  averment 
concerning  continuation-  in-part  applications  actually  serves 
any  purpose.  By  placing  the  continuation-in-part  language  on 
page  1,  where  it  would  not  be  dependent  on  completion  of  a 
portion  of  the  form  relating  to  continuing  date,  the  averment 
will  automatically  be  made  upon  execution  of  the  form). 

Section  1.58:  Section  1.58(b)  is  specifically  added  to  provide 
for  placing  very  large  tables  on  archival  electronic  media  rather 
than  in  a  paper  specification,  with  the  additional  requirement 
that  the  information,  including  chemical  and  mathematical 
symbols,  be  positioned  to  maintain  their  intended  meaning. 
See,  for  example,  §§  1.96(c)  and  §  1.821(c).  Tables  convey 
information  by  the  arrangement  of  the  data  in  the  table:  rows 
and  columns  must  Une  up.  Formulae  also  rely  on  character 
position  for  their  meaning. Data  must  be  submitted  under  the 
amended  rule  properly  positioned,  in  ASCII  encoding,  with  no 
proprietary  formats  allowed.  Very  hmited  special  formatting 
characters  are  found  in  ASCII  so  that  it  is  necessary  for  the 
information  to  be  arranged  using  only  ASCII  characters  in  a 
manner  that  retains  the  spatial  arrangement  of  the  data.  The 
intent  is  that  the  tables  and  formulae  will  display  properly 
when  viewed  with  a  text  viewer.  Great  care  must  be  exercised 
in  preparing  any  such  tables  since  any  amendments  to  correct 
lost  formatting  may  convey  previously  undisclosed  subject 
matter  and  be  considered  new  matter. 

Section  1.59:  Section  1.59(b)  is  amended  to  refer  to  "the  fee  set 
forth  in  §  1.17(h)"  for  consistency  with  the  amendment  to  §§ 
1.17(h)  and  (i).  See  discussion  of  the  amendment  to  §  1.17. 

Section  1.63:  Section  1.63  is  amended  for  clarity  and  simplic- 
ity. Specifically,  §  1 .63(a)  is  amended  to  provide  that  an  oath  or 
declaration  filed  under  §  1.51(b)(2)  as  a  part  of  a  nonprovi- 
sional  application  must:  (1)  be  executed  (i.e.,  signed)  in 
accordance  with  either  §  1.66  or  §  1.68  (§  1.63(a)(1));  (2) 
identify  each  inventor  by  full  name  (§  1.63(a)(2));  (3)  identify 
the  country  of  citizenship  of  each  inventor  (§  1.63(a)(3));  and 
(4)  state  that  the  person  making  the  oath  or  declaration  believes 
the  named  inventor  or  inventors  to  be  the  original  and  first 
inventor  or  inventors  of  the  subject  matter  which  is  claimed 
and  for  which  a  patent  is  sought  (§  1.63(a)(4)). 

Section  1.63(a)(1)  clarifies  that  there  is  no  minimum  age 
requirement  for  the  person  signing  the  oath  or  declaration,  but 
rather  that  the  person  signing  must  be  competent  to  understand 
what  is  being  signed. 

Section  1.63(b)  is  amended  to  provide  that  in  addition  to 
meeting  the  requirements  of  §  1 .63(a),  the  oath  or  declaration 
must  also:  (1)  identify  the  application  to  which  it  is  directed; 
(2)  state  that  the  person  making  the  oath  or  declaration  has 
reviewed  and  understands  the  contents  of  the  application, 
including  the  claims,  as  amended  by  any  amendment  specifi- 
cally referred  to  in  the  oath  or  declaration;  and  (3)  state  that  the 
person  making  the  oath  or  declaration  acknowledges  the  duty 
to  disclose  to  the  Office  all  information  known  to  the  person  to 
be  material  to  patentability  as  defined  in  1.56.These  require- 
ments were  formerly  located  at  §§  1.63(a)(2),  (b)(1),  and 
(b)(3). 

Section  1.63(c)  provides  that  an  applicant  may  provide  iden- 
tifying information  either  in  an  application  data  sheet  (§  1 .76) 
or  in  the  oath  or  declaration.  Permitting  applicants  to  provide 
such  identifying  information  in  an  application  data  sheet 
(rather  than  in  the  oath  or  declaration)  should  result  in:  (1)  an 
increase  in  the  use  of  application  data  sheets;  and  (2)  a 
decrease  in  the  need  for  supplemental  oaths  or  declarations 
(providing  omitted  information)  for  applications  in  which  an 
application  data  sheet  was  submitted.  Note:when  one  of  the 
inventors  needs  to  update  information,  such  as  residence,  the 
single  inventor  is  not  a  party  authorized  by  §  1.33(b)  to  submit 
a  paper.  The  inventor  may  complete  a  new  data  sheet  relating 
only  to  information  conceming  that  inventor,  but  it  must  be 
submitted  by  an  appropriate  party  according  to  §  1.33(b).  The 
amendment  to  §  1.63(c)(1)  has  replaced  "post  office  address" 
with  "mailing  address"  to  avoid  the  confusion  of  some 
applicants  who  do  not  understand  that  the  use  of  "post  office 
address"  was  intended  to  mean  the  "mailing  address"  (instead 
believing  a  post  office  box  was  required),  which  is  seen  as  a 
plainer  way  of  stating  the  requirement.  The  requirement  for  a 
mailing  address  is  equivalent  to  the  requirement  for  post  office 


address,  and  therefore  the  same  information  supplied  for  the 
post  office  address  may  continue  to  be  supplied  for  the  mailing 
address  (see  also  the  discussion  of  §  1.76(a)(3)).  Accordingly, 
information  relating  to  where  applicant  normally  receives  mail 
is  acceptable  if  identified  under  the  prior  §  1 .63(a)(3)  (that  used 
the  expression  post  office  address)  as  the  mailing  address,  or  if 
identified  under  the  current  §  1.63(c)(1)  (reciting  mailing 
address)  as  the  post  office  address. 

Section  1.63(e)  is  amended  to  ehminate  the  requirement  that  an 
oath  or  declaration  in  a  continuation-in-part  application  state 
that  the  person  making  the  oath  or  declaration  also  acknowl- 
edge that  the  duty  under  §  1.56  includes  the  duty  to  disclose  to 
the  Office  all  information  known  to  the  person  to  be  material  to 
patentability  (as  defined  in  1.56(b))  which  became  available 
between  the  filing  date  of  the  prior  application  and  the  national 
or  PCT  international  filing  date  of  the  continuation-in-part 
application.  See  discussion  of  the  amendment  to  §  1.56(e). 

Cormnent  32:  One  coimnent  appears  to  object  to  a  change 
made  in  §  1.63(c)(2)  (replacing  "post  office  address"  with 
"mailing  address")  and  apparently  wishes  to  have  "residence" 
further  defined  in  the  rule  either  in  terms  of  city,  and  state,  or 
foreign  country,  or  not  required  at  all.  It  is  argued  that  terms 
such  as  residence  are  confusing  to  inventors  based  on  the 
different  types  of  geographic  areas  that  exist  throughout  the 
world. 

Response:  The  comments  are  not  adopted.  The  change  from 
"post  office  address"  to  "mailing  address"  was  made  in  view  of 
many  queries  relating  that  an  inventor  does  not  have  a  "post 
office  box."  As  is  recognized  in  the  comment,  residence  has  a 
variable  identity  depending  on  where  one  resides.  It  is  not 
practical  to  attempt  to  identify  the  residence  by  rule  language. 
Rather,  the  MPEP  will  continue  to  be  relied  upon  for  further 
definition,  particularly  as  the  Office  believes  it  is  desirable  to 
retain  a  requirement  that  the  inventor's  residence  be  identified. 

Section  1.64:  Section  1.64  is  amended  to  also  refer  to  any 
supplemental  oath  or  declaration  (§  1.67).  In  addition,  § 
1.64(b)  is  amended  to  provide  that  if  the  person  making  the 
oath  or  declaration  is  the  legal  representative,  the  oath  or 
declaration  shall  state  that  the  person  is  the  legal  representative 
and  shall  also  state  the  citizenship  (pursuant  to  35  U.S.C.  115 
and  117),  residence  and  maihng  address  of  the  legal  represen- 
tative. 

The  deletion  of  the  §  1.44  proof  requirement  for  the  legal 
representative  of  §§  1.42  and  1.43  will  be  effective  on  the  date 
of  publication  in  the  Federal  Register  with  1.64  as  to  all 
pending  papers  under  1.42  and  1.43  that  have  not  had  the  proof 
requirement  satisfied. 

Section  1.67:  Section  1.67(a)  is  amended  to  create  §§ 
1.67(a)(1)  through  (a)(4).  Section  1.67(a)  is  amended  to  refer 
to  §  1.162.  Deficiencies  or  inaccuracies  in  an  oath  or  declara- 
tion may  be  corrected  by  a  supplemental  oath  or  declaration 
identifying  the  entire  inventive  entity.  The  oath  or  declaration 
must  be  signed:  by  all  the  inventors  when  the  correction  relates 
to  all  the  inventors  or  (§§  1.42,  1.43,  or  1.47)  applicants  (§ 
1.67(a)(1)),  or  by  only  those  inventor(s)  or  (§§  1.42,  1.43,  or 
1.47)  apphcant(s)  to  whom  the  correction  relates  (§ 
1.67(a)(2)).  A  deficiency  or  inaccuracy  relating  to  §  1.63(c) 
may  also  be  corrected  with  an  application  data  sheet  (para- 
graph (a)(3)).  Note:  Section  1.67(a)(4)  clarifies  that  the  party 
signing  the  supplemental  oath,  declaration,  or  application  data 
sheet  may  be  someone  other  than  the  party  who  must  submit 
the  oath,  declaration,  or  application  data  sheet  pursuant  to  § 
1.33(a)(2)  and  (b).  Only  those  parties  identified  in  §§ 
1.33(a)(2)  and  (b)  are  those  that  may  submit  a  paper  notwith- 
standing who  may  sign  the  paper  to  be  submitted.  See  Example 
5. 

Example  1:  An  application  was  filed  with  a  §  1.63  declaration 
executed  by  inventors  A-  C.  If  it  is  later  determined  that  the 
citizenship  of  inventor  C  was  in  error,  a  supplemental  decla- 
ration identifying  inventors  A-C  may  be  signed  by  C  alone 
correcting  C's  citizenship  and  submitted  pursuant  to  §  1.33. 

Example  2:  Same  as  example  1,  but  it  is  later  determined  that 
the  1.56  clause  was  omitted.  A  new  declaration  would  be 
required  by  each  of  inventors  A-C  with  each  declaration 
identifying  the  entire  inventive  entity.  If  separate  declarations 
had  been  executed  by  each  of  the  inventors  and  the  1.56  clause 
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had  been  omitted  only  by  the  declaration  by  B,  then  only  B 
would  need  to  execute  a  new  declaration  identifying  the  entire 
inventive  entity. 

Example  3:  An  application  was  filed  by  inventors  A,  B,  and  the 
legal  representative  of  deceased  inventor  C.  It  is  later  deter- 
mined that  an  error  was  made  in  the  citizenship  of  C.A 
supplemental  declaration  identifying  A  and  B  as  the  inventors 
would  be  required  to  be  signed  by  the  legal  representative  of  C 
alone  correcting  C's  citizenship  and  submitted  pursuant  to  § 
1.33. 

Example  4:  An  application  is  filed  by  inventors  A  and  B  with 
an  executed  declaration.  If  it  is  later  determined  that  an  error 
exists  in  the  mailing  address  of  B,  either  a  supplemental 
declaration  may  be  signed  by  B  and  submitted  pursuant  to  § 
1.33(b),  or  an  application  data  sheet  pursuant  to  1.76  contain- 
ing only  a  change  in  B's  mailing  address  may  be  submitted 
pursuant  to  §  1.33(a)(2)  (the  supplemental  application  data 
sheet  need  contain  no  more  than  B's  name  and  the  (new) 
mailing  address  of  B. 

Example  5:  Inventor  C  (of  inventors  A-C)  seeks  to  correct 
his/her  residence  and  completes  a  supplemental  application 
data  sheet.  The  sheet  signed  only  by  inventor  C  must  be 
submitted  by  all  inventors  (e^,  signing  a  cover  letter),  or  by  a 
registered  practitioner  acting  on  behalf  of  all  the  inventors. 

Section  1.67(c)  is  deleted  as  unnecessary  because  it  simply 
reiterates  other  provisions  of  the  patent  rules  of  practice.  If  the 
application  was  altered  after  the  oath  or  declaration  was  signed 
(except  as  permitted  by§  1.52(c)),  §  1.52(c)  requires  a  supple- 
mental oath  or  declaration  under  §  1.67.  If  the  oath  or 
declaration  was  signed  in  blank  (while  incomplete),  without 
review  thereof  by  the  person  making  the  oath  or  declaration,  or 
without  review  of  the  specification,  including  the  claims,  the 
oath  or  declaration  does  not  meet  the  requirements  of  §  1.63. 
In  this  situation,  §  1.67(a)  requires  a  supplemental  oath  or 
declaration. 

Comment  33:  Two  comments  requested:  (1)  identification  of 
the  "deficiencies  or  inaccuracies"  present  in  an  oath  or  decla- 
ration for  which  a  supplemental  oath  or  declaration  may  be 
submitted  to  correct,  and  (2)  clarification  as  to  what  is  intended 
by  the  language  "an  applicant  other  than  the  inventor"  who 
may  file  a  supplemental  oath  ordeclaration. 

Response:  The  comments  have  been  adopted.  The  language  of 
§  1.67(a)  has  been  amended  to:  (1)  specify  that  the  deficiencies 
or  inaccuracies  that  may  be  corrected  by  a  supplemental  oath 
or  declaration  by  fewer  than  all  of  the  inventors  are  those 
deficiencies  or  inaccuracies  that  relate  only  to  the  inventor(s) 
or  applicant  making  the  supplemental  oath  or  declaration,  and 
(2)  clarify  that  the  applicants  other  than  the  inventor  who  may 
file  a  supplemental  oath  or  declaration  are  applicants  under  §§ 
1.42,  1.43,  or  §  1.47.  The  deficiencies  or  inaccuracies  that  may 
be  corrected  by  the  language  of  the  supplemental  oath  or 
declaration  rule  include  all  information  previously  omitted  or 
erroneously  supplied  by  the  inventors  or  applicants  so  long  as 
all  the  parties  to  which  the  omission  or  error  pertained  make 
the  supplemental  oath  or  declaration. 

Section  1.72:  Section  1.72(a)  is  amended  to  state  "[ujnless  the 
title  is  supplied  in  an  application  data  sheet  (§  1.76)"  to  clarify 
that  the  title  is  not  requested  to  be  a  heading  on  the  first  page 
of  the  specification  if  supplied  in  an  application  data  sheet. 

Section  1 .72(b)  is  amended  to  provide  that  "[t]he  abstract  in  an 
application  filed  under  35  U.S.C.  HI  may  not  exceed  150 
words  in  length"  to  harmonize  with  PCT  guidehnes. 

Comment  34:  One  comment  requested  that  the  title  should  still 
be  required  to  be  placed  on  the  specification  (rather  than 
permitting  it  only  in  the  application  data  sheet)  so  that  the 
specification  can  be  identified  in  the  oath  or  declaration  being 
executed  by  the  inventors. The  title  on  the  application  data 
sheet  will  not  serve  this  important  purpose. 

Response:  The  comment  is  not  adopted.  The  use  of  a  title  has 
never  been  a  requirement  (under  the  previous  version  of  §  1 .72 
or  the  currently  amended  version).  To  the  extent  that  practi- 
tioners feel  an  important  identification  purpose  is  served  by 
supplying  a  title  on  the  specification,  they  may  continue  to  do 
so  as  the  amended  rule  does  not  prohibit  its  presence  on  the 


specification  even  if  it  is  supplied  in  the  application  data  sheet. 
Section  1.77(b)(1)  indicates  that  the  title  of  the  invention  may 
be  part  of  the  specification  whether  or  not  it  is  supplied  in  the 
application  data  sheet  of  §  1.76.  It  should  be  noted  that  § 
1 .76(a)  makes  the  application  data  sheet  part  of  the  application, 
and  the  presence  of  the  title  only  on  the  application  data  sheet 
submitted  with  the  specification  can  serve  as  an  identification 
of  the  application  for  a  later  submitted  oath  or  declaration 
under  §  1.63. 

Section  1.76:  A  new  §  1.76  is  added  to  provide  for  the 
voluntary  inclusion  of  an  application  data  sheet  in  provisional 
and  nonprovisional  applications.  A  guide  to  preparing  an 
application  data  sheet  (Patent  Application  Bibliographic  Data 
Entry  Format)  can  be  found  on  the  Office's  Web  site  "http: 
www.uspto.gov"  by  chcking  on  "Patents"  then  in  the  "Appli- 
cations" column,  click  on  "PrintEFS."  In  addition  to  an 
authorizing  guide  in  two  formats,  there  are  also  instructions  for 
downloading  the  needed  PrintEFS  software,  and  frequently 
asked  questions  about  this  software. 

Section  1.76(a)  explains  that:  (1)  an  application  data  sheet  is  a 
sheet  or  set  of  sheets  containing  bibliographic  data,  which  is 
arranged  in  a  format  specified  by  the  Office;  and  (2)  when  an 
application  data  sheet  is  provided  in  a  provisional  or  nonpro- 
visional application,  the  application  data  sheet  becomes  part  of 
the  provisional  or  nonprovisional  application.  While  the  use  of 
an  application  data  sheet  is  optional,  the  Office  prefers  its  use 
to  help  facilitate  the  electronic  capturing  of  this  important  data. 
The  data  that  is  suggested  to  be  supplied  by  way  of  an 
application  data  sheet  can  also  be  provided  otherwise  (and  the 
Office  is  considering  providing  an  attachment  form  to  the 
application  transmittal  form),  but  it  is  to  applicant's  advantage 
to  submit  the  data  via  an  application  data  sheet.  To  help  ensure 
that  the  Office  can,  in  fact,  electronically  capture  the  data,  the 
Office  specifies  a  particular  format  to  be  used  (but  does  not 
provide  an  application  data  sheet  paper  form).  Electronic 
capture  of  the  information  from  the  application  data  sheet 
coupled  with  automated  entry  into  Office  records  is  quicker 
and  more  accurate  than  the  current  practice  of  manually 
extracting  the  information  from  numerous  documents  in  the 
application  file. 

Applicants  benefit  from  their  use  of  application  data  sheets  as 
the  Office  will  electronically  capture  the  data  provided  by 
application  data  sheets  and,  in  return,  provide  applicants  with 
more  accurate  fifing  receipts  and  published  applications.  Elec- 
tronic capture  of  the  application  data  sheet  information  by 
scanning  occurs  at  the  same  time  that  the  application  papers 
are  scanned  during  initial  processing.  Accordingly,  for  appli- 
cant to  obtain  the  maximum  benefit  from  use  of  an  application 
data  sheet,  it  should  be  submitted  with  the  appfication  when  it 
is  filed.  Application  data  sheets  or  supplemental  application 
data  sheets  submitted  after  the  application  is  filed  will  have 
their  information  captured  by  operators  manually  keying  in  the 
information  from  the  application  data  sheets  or  supplemental 
application  data  sheets. 

Section  1.76(b)  provides  that  bibliographic  data  as  used  in  § 
1.76(a)  inclucies:(l)  applicant  information;  (2)  correspondence 
information;  (3)  application  information;  (4)  representative 
information;  (5)  domestic  priority  information;  and  (6)  foreign 
priority  information.  Section  1.76(b)  also  reminds  applicants 
that  the  citizenship  of  each  inventor  must  be  provided  in  the 
oath  or  declaration  under  §  1.63  (as  is  required  by  35  U.S.C. 
115)  even  if  this  information  is  provided  in  the  application  data 
sheet. 

Applicant  information  includes  the  name,  residence,  mailing 
address,  and  citizenship  of  each  applicant  (§  1.41(b)).  The 
name  of  each  applicant  must  include  the  family  name,  and  at 
least  one  given  name  without  abbreviation  together  with  any 
other  given  name  or  initial.  If  the  applicant  is  not  an  inventor, 
this  information  also  includes  the  applicant's  authority  (§§ 
1.42,  1.43,  and  1.47)  to  apply  for  the  patent  on  behalf  of  the 
inventor.  The  recitation  of  "mailing  address"  reflects  the 
replacement  of  "post  office  address"  with  "mailing  address"  in 
§  1.63(c).  What  has  been  previously  submitted  to  meet  the 
requirement  for  a  post  office  address  may  continue  to  be 
submitted  to  meet  the  requirement  for  a  mailing  address.  The 
change  in  terminology  is  not  a  change  in  the  type  of  informa- 
tion to  be  supplied  but  is  an  attempt  to  respond  to  applicants' 
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confusion  thinking  post  office  address  required  them  to  have  a 
post  office  box  (see  discussion  related  to  §  1.63(c)(1)  and 
Response  to  Comment  32,  above). 

Correspondence  information  includes  the  correspondence  ad- 
dress, which  may  be  indicated  by  reference  to  a  customer 
number,  to  which  correspondence  is  to  be  directed  (see  § 
1.33(a)). 

Application  information  includes  the  title  of  the  invention,  a 
suggested  classification  by  class  and  subclass,  the  Technology 
Center  to  which  the  subject  matter  of  the  invention  is  assigned, 
the  total  number  of  drawing  sheets,  a  suggested  drawing  figure 
for  publication  (in  a  nonprovisional  application),  any  docket 
number  assigned  to  the  application,  and  the  type  of  application 
(e.g.,  utility,  plant,  design,  reissue,  provisional).  Application 
information  also  includes  whether  the  application  discloses 
any  significant  part  of  the  subject  matter  of  an  application 
under  a  secrecy  order  pursuant  to  §  5.2  of  this  chapter  (see  § 
5.2(c)).  For  plant  applications,  application  information  also 
includes  the  Latin  name  of  the  genus  and  species  of  the  plant 
claimed,  as  well  as  the  variety  denomination. 

Although  the  submission  of  the  information  related  to  a 
suggested  classification  and  Technology  Center  is  desired  for 
both  provisional  and  nonprovisional  applications,  the  Office 
shall  not  be  bound  to  follow  such  information  if  submitted,  as 
the  Office  shall  continue  to  follow  its  present  procedures  for 
classifying  and  assigning  new  applications. Similarly  for  the 
suggested  drawing  figure,  the  Office  may  decide  to  print 
another  figure  on  the  front  page  of  any  patent  issuing  from  the 
application. 

Application  information  also  includes  information  about  pro- 
visional applications,  particularly  their  class  and  subclass,  and 
the  Technology  Center.  The  receipt  by  the  Office  of  provisional 
applications  is  now  up  to  around  70,000  per  year.  Provisional 
applications  are  not  examined  or  even  processed  (e.g.,  having 
a  class  and  subclass  assigned  or  being  forwarded  to  a  Tech- 
nology Center).  Even  though  provisional  applications  are  not 
examined,  the  Technology  Center  and  the  class  and  subclass,  if 
known  to  applicants,  would  be  of  benefit  to  the  Office  in  giving 
an  indication  of  where  nonprovisional  applications  may  be 
eventually  received  in  the  Office  and  their  technologies  so  that 
the  Office  will  be  better  able  to  plan  for  future  workloads. 

Section  1.76(b)(3)  also  requests  that  the  plant  patent  applicant 
state  the  Latin  name  and  the  variety  denomination  for  the  plant 
claimed.  The  Latin  name  and  the  variety  denomination  of  the 
claimed  plant  are  usually  included  in  the  specification  of  the 
plant  patent  application,  and  will  be  included  in  any  plant 
patent  or  plant  patent  application  publication  if  included  in  an 
application  data  sheet  or  patent  application.  The  Office,  pursu- 
ant to  the  "International  Convention  for  the  Protection  of  New 
Varieties  of  Plants"  (generally  known  by  its  French  acronym  as 
the  UPOV  convention),  has  been  asked  to  compile  a  database 
of  the  plants  patented  and  the  database  must  include  the  Latin 
name  and  the  variety  denomination  of  each  patented  plant. 
Having  this  information  in  separate  sections  of  the  plant  patent 
will  make  the  process  of  compiling  this  database  more  effi- 
cient. 

Representative  information  includes  the  registration  number 
appointed  with  a  power  of  attorney  or  authorization  of  agent  in 
the  application  (preferably  by  reference  to  a  customer  number). 

Section  1.76(b)(4)  states  that  providing  this  information  in  the 
application  data  sheet  does  not  constitute  a  power  of  attorney 
or  authorization  of  agent  in  the  application  (see  §  1.34(b)).  This 
is  because  the  Office  does  not  expect  the  application  data  sheet 
to  be  executed  (signed)  by  the  party  (apphcant  or  assignee) 
who  may  appoint  a  power  of  attorney  or  authorization  of  agent 
in  the  application. 

Domestic  priority  information  includes  the  appUcation  number 
(series  code  and  serial  number),  the  filing  date,  the  status 
(including  patent  number  if  available),  and  relationship  of  each 
application  for  which  a  benefit  is  claimed  under  35  U.S.C. 
119(e),  120,  121,  or  365(c).  Section  1.76(b)(5)  states  that 
providing  this  information  in  the  apphcation  data  sheet  con- 
stitutes the  specific  reference  required  by  35  U.S.C.  119(e)  or 
120.  While  the  patent  rules  of  practice  (§  1.78(a)(2)  or  § 
1.78(a)(4))  formerly  required  that  this  claim  or  specific  refer- 
ence be  in  the  first  line  of  the  specification,  the  relevant  patent 


statute  is  broader  and  only  requires  that  a  claim  to  the  benefit 
of  (specific  reference  to)  a  prior  provisional  (35  U.S.C. 
119(e)(1))  or  a  prior  nonprovisional  (35  U.S.C.  120)  applica- 
tion be  in  the  application  which  is  making  the  priority  claim. 
Since  the  application  data  sheet,  if  provided,  is  considered  part 
of  the  application,  the  specific  reference  to  an  earlier  filed 
provisional  or  nonprovisional  application  in  the  application 
data  sheet  satisfies  the  "specific  reference"  requirement  of  35 
U.S.C.  119(e)(1)  or  120,  and  it  also  complies  with  1.78(a)(2)  or 
§  1.78(a)(4)  of  this  part,  which  sections  are  also  correspond- 
ingly revised  in  this  final  rule  to  accept  a  specific  reference  in 
an  application  data  sheet.  Thus,  a  specific  reference  does  not 
otherwise  have  to  be  made  in  the  specification,  such  as  in  the 
first  fine  of  the  specification.  If  continuity  data  is  included  in  an 
application  data  sheet,  but  not  in  the  first  sentence  of  the 
specification,  the  continuity  data  to  be  set  forth  in  the  first  fine 
of  the  patent  will  be  taken  from  the  appUcation  data  sheet. 
Section  1.76(b)(5)does  not  apply  to  provisional  applications. 

Foreign  priority  information  includes  the  application  number, 
country,  and  filing  date  of  each  foreign  application  for  which 
priority  is  claimed,  as  well  as  any  foreign  application  having  a 
filing  date  before  that  of  the  application  for  which  priority  is 
claimed.  Section  1 .76(b)(6)  states  that  providing  this  informa- 
tion in  the  application  data  sheet  constitutes  the  claim  for 
priority  as  required  by  35  U.S.C.  119(b)  and  1.55(a).  The 
patent  statute  (35  U.S.C.  119(b))  does  not  require  that  a  claim 
to  the  benefit  of  a  prior  foreign  application  take  any  particular 
form.  Section  1.76(b)(6)  does  not  apply  to  provisional  apph- 
cations. 

Section  1.76(c)(1)  provides  that  supplemental  application  data 
sheets  may  be  subsequently  supphed  prior  to  payment  of  the 
issue  fee  to  either  correct  or  update  information  in  a  previously 
submitted  application  data  sheet,  or  an  oath  or  declaration 
under  §§  1.63  or  1.67,  except  that  inventorship  changes  are 
governed  by  1.48, correspondence  changes  are  governed  by  § 
1.33(a),  and  citizenship  changes  are  governed  by  §  1.63  or  § 
1.67.  Section  1.76(c)(2)  provides  that  supplemental  application 
data  sheets  should  indicate  the  information  that  is  being 
supplemented,  and  therefore  they  need  not  contain  information 
previously  supplied  that  has  not  changed.  Submission  of  a 
supplemental  application  data  sheet  containing  all  the  infor- 
mation previously  supplied  as  well  as  new  or  updated  infor- 
mation without  identifying  the  changes  would  be  harder  for  the 
Office  to  process  as  the  supplemental  application  data  sheets 
will  not  be  scanned  but  captured  manually. 

Section  1.76(d)  provides  for  resolution  between  inconsisten- 
cies between  information  that  is  supplied  by  both  an  applica- 
tion data  sheet  and  the  oath  or  declaration  under  §§  1.63,  or 
1.67. 

Section  1.76(d))(l)  provides  that  the  latest  submitted  informa- 
tion will  govern  notwithstanding  whether  supplied  by  an 
application  data  sheet  or  by  an  oath  or  declaration  under  § 
1.63,  or  1.67. 

Section  1.76(d)(2)  provides  that  the  information  in  the  appli- 
cation data  sheet  will  govern  when  the  inconsistent  informa- 
tion is  supplied  at  the  same  time  by  a  §  1.63  or  §  1.67  oath  or 
declaration.  This  is  because  the  application  data  sheet  (and  not 
the  oath  or  declaration)  is  intended  as  the  means  by  which 
applicants  will  provide  most  information  to  the  Office  that  will 
be  captured  by  scanning  to  avoid  manual  input  of  data.  The 
Office  does  not  wish  to  check  two  documents  (the  application 
data  sheet  and  the  oath/declaration)  for  the  same  piece  of 
information,  or  to  automatically  correct  the  data  when  the  oath 
or  declaration  is  inconsistent  with  the  application  data  sheet.  In 
the  small  number  of  instances  where  an  oath  or  declaration 
under  §  1.63  or  §  1.67  has  more  accurate  information  than  a 
concurrently  supphed  application  data  sheet  (§  1.76(d)(2)),  a 
supplemental  (corrected)  application  data  sheet  should  be 
submitted  to  conform  the  information  presented  by  the  data 
sheets  with  the  correct  information  in  the  oath  or  declaration  (§ 
1.76(d)(1)).  Alternatively,  an  oath  or  declaration  under  §§  1.63, 
1.67  (§  1.76(d)(1)),  or  a  letter  pursuant  to  §  1.33(b)  can  be 
used.  (See  also  §  1.76(d)(4)),  below.) 

For  example,  if  an  apphcation  is  filed  with  an  application  data 
sheet  improperly  identifying  the  residence  of  one  of  the 
inventors,  inventor  B,  and  an  executed  §  1.63  declaration 
setting  forth  the  correct  but  different  residence  of  inventor  B, 
the  Office  will  capture  the  residence  of  inventor  B  found  in  the 
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application  data  sheet  as  the  residence  of  B,  and  include  it  in 
the  filing  receipt.  If  applicant  desires  correction  of  the  resi- 
dence, applicant  should  submit  a  supplemental  application  data 
sheet  under  §  1.76(c),  with  the  name  of  inventor  B  and  the 
corrected  residence  for  inventor  B. 

For  inconsistencies  between  an  application  data  sheet  and  an 
oath  or  declaration  under  §  1.63  or  §  1.67  exceptions  are  made 
by  reference  to§  1.76(d)(3)  in  §§  1.76(d)(1)  and  (d)(2)  for  the 
naming  of  inventors  (§  1.41(a)(1))  and  setting  forth  their 
citizenship  (35  U.S.C.  115).  If  different  inventors  are  listed  on 
the  appUcation  data  sheet  than  are  named  in  the  oath  or 
declaration  for  the  application,  the  inventors  named  in  the  oath 
or  declaration  are  considered  to  be  the  inventors  named  in  the 
patent  application.  Any  change  in  the  inventorship  set  forth  in 
the  oath  or  declaration  under  §  1.63  must  be  by  way  of  petition 
under  §  1.48(a)  notwithstanding  identification  of  the  correct 
inventive  entity  in  an  application  data  sheet  or  supplemental 
application  data  sheet.  Similarly,  if  the  oath  or  declaration 
under  §  1 .63  incorrectly  sets  forth  the  citizenship  of  one  of  the 
inventors,  that  inventor  must  submit  a  §  1.67  supplemental 
oath  or  declaration  with  the  correct  citizenship  notwithstanding 
the  correct  identification  of  the  citizenship  in  an  application 
data  sheet  or  supplemental  application  data  sheet. 

Section  1.76(d)(4)  clarifies  the  Office's  intent  to  rely  upon 
information  supplied  in  the  application  data  sheet  over  an  oath 
or  declaration  even  where  the  type  of  information  supplied 
(citizenship,  inventorship)  is  governed  by  the  oath  or  declara- 
tion according  to  statute  (35  U.S.C.  115)  or  other  rule  (§ 
1.41(a)(1)).  Where  the  oath  or  declaration  under  §  1.63  or  § 
1.67  contains  the  correct  information  regarding  inventors  or 
their  citizenship  and  the  application  data  sheet  does  not,  even 
though  the  oath  or  declaration  governs  pursuant  to  § 
1.76(d)(3),  the  information  on  the  application  data  sheet  must 
be  corrected  by  submission  of  a  request  that  the  Office 
recapture  the  information  and  a  supplemental  application  data 
sheet,  or  an  oath  or  declaration  under  §§  1.63  or  1 .67,  or  a  letter 
pursuant  to  §  1.33(b)  showing  the  correct  information. 

For  example,  if  an  application  is  filed  with  an  application  data 
sheet  correctly  setting  forth  the  citizenship  of  inventor  B,  and 
an  executed  §  1.63  declaration  setting  forth  a  different  incor- 
rect citizenship  of  inventor  B,  the  Office  will  capture  the 
citizenship  of  inventor  B  found  in  the  application  data  sheet. 
Applicant,  however,  must  submit  a  supplemental  oath  or 
declaration  under  §  1.67  by  inventor  B  (a  supplemental 
application  data  sheet  or  letter  pursuant  to  §  1.33(b)  cannot  be 
used)  setting  forth  the  correct  citizenship  even  though  it 
appears  correctly  in  the  application  data  sheet.  If,  however,  the 
error  was  one  of  residence,  no  change  would  be  required  (§ 
1.76(d)(2)). 

Nothing  in  1.76  is  intended  to  change  the  practice  in  MPEP 
201.03  regarding  correction  of  a  typographical  or  translitera- 
tion error  in  the  spelling  of  an  inventor's  name  whereby  all  that 
is  required  is  notification  of  the  error  to  the  Office.  Such 
notification  should  be  done  by  filing  an  application  data  sheet 
or  a  supplemental  data  sheet,  but  may  continue  to  be  done  by 
filing  a  simple  statement,  such  as  by  a  practitioner,  and  a 
supplemental  oath  or  declaration  is  not  required. 

Comment  35:  One  comment  opposed  the  proposal  if  use  of  the 
optional  data  sheet  by  the  public  is  being  motivated  by  the 
OflBce's  plans  for  some  future  electronic  program. 

Response:  The  comment  is  not  adopted.  The  driver  for  the 
optional  application  data  sheet  is  the  expectation  that  once 
such  information  is  supplied  in  a  standard  format  the  Office 
will  currently  be  able  to  process  the  data  more  accurately.  The 
benefits  applicants  will  receive  by  its  use  is  not  dependent 
upon  an  electronic  filing  or  an  electronic  file  wrapper  but  will 
accrue  both  in  the  issuance  of  a  more  accurate  filing  receipt, 
and  on  publication  of  an  application  with  fewer  errors. 

Comment  36:  One  comment  suggested  that  the  application 
data  sheet  provide  an  entry  option  for  applicant  to  identify  the 
appropriate  Art  Unit  for  examination  of  the  application  and 
that  the  Office  honor  such  identification.  There  is  apparently 
some  concern  that  the  Office  will  attempt  to  minimize  the 
granting  of  patent  term  adjustment  for  delays  in  the  14  months 
to  first  Office  action  or  other  delays  by  assigning  applications 
for  examination  to  Art  Units  with  entirely  foreign  technology 
but  small  docket  loads. 


Response:  The  suggestion  to  include  additional  information  in 
the  application  data  sheet  is  adopted,  although  an  application 
data  sheet  format  requesting  such  information  may  not  be 
available  when  this  rule  becomes  effective.  The  application 
data  sheet  is  not  a  (paper)  form  but  an  electronic  format 
provided  to  applicants  by  the  Office.  Since  Office  information 
systems  are  designed  for  information  on  the  application  data 
sheet  to  be  arranged  in  a  certain  sequence,  redesigning  the 
electronic  format  is  more  labor  intensive  and  expensive  than 
redoing  a  paper  form,  and  a  revised  application  data  sheet 
electronic  format,  which  has  a  place  for  such  information,  will 
be  made  available  in  due  course. The  Office  will  accept  such 
information  if  separately  provided  until  the  revised  application 
data  sheet  format  is  made  available. 

Additionally,  there  is  a  distinction  between  permitting  appli- 
cants to  aid  in  identification  of  the  appropriate  Art  Unit  to 
examine  the  application  and  requiring  the  Office  to  always 
honor  such  identification/request,  which  could  lead  to  misuse 
by  some  applicants  as  a  means  of  forum  shopping.  Even  when 
an  applicant's  identification  of  an  Art  Unit  is  appropriate, 
internal  staffing/workload  requirements  may  dictate  that  the 
application  be  handled  by  another  Art  Unit  qualified  to  do  so, 
particularly  where  the  art  or  claims  encompass  the  areas  of 
expertise  of  more  than  one  Art  Unit. 

Section  1.77:  Section  1.77(a)  is  separated  into  sections  1.77(a) 
and  1 .77(b).  New  §  1 .77(a)  lists  the  order  of  the  papers  in  a 
utility  patent  application,  including  the  application  data  sheet 
(see  §  1.76).  New  §  1.77(b)  Usts  the  order  of  the  sections  in  the 
specification  of  a  utility  patent  application.  Former  §  1.77(b)  is 
redesignated  as  §  1.77(c).  Section  1.77(b)(4),  former  § 
1.77(a)(6),  has  been  amended  to  provide  for  a  description  of 
the  submissions  of  certain  parts  of  the  application  on  compact 
discs,  and  their  incorporation  by  reference. 

Section  1.78:  Section  1.78(a)(2)  is  amended  to  provide  that  the 
specification  must  contain  or  be  amended  to  contain  a  specific 
reference  required  by  35  U.S.C.  120  in  the  first  sentence 
following  the  title,  unless  the  reference  is  included  in  an 
application  data  sheet. 

The  ability  under  §  1 .78(a)(2)  to  provide  the  specific  reference 
under  35  U.S.C.  120  in  the  application  data  sheet  of  §  1.76  and 
not  in  the  first  sentence  of  the  specification  is  effective  on  the 
date  of  publication  in  the  Federal  Register. 

Section  1.78(a)(4)  is  amended  to  provide  that  the  specification 
must  contain  or  be  amended  to  contain  a  specific  reference 
required  by  35  U.S.C.  119(e)(1)  in  the  first  sentence  following 
the  title,  unless  the  reference  is  included  in  an  application  data 
sheet.  See  discussion  of  §  1.76(b)(5).  Section  1.78(a)(4)  is 
additionally  amended  by  deletion  of  the  term  "copending"  as  a 
requirement  for  a  nonprovisional  application  claiming  priority 
to  a  provisional  application  in  view  of  the  "American  Inventors 
Protection  Act  of  1999." 

Section  1.78(c)  is  amended  for  consistency  with  §  1.110  and 
for  clarity. 

Section  1.84:  Section  1.84  had  been  proposed  to  be  extensively 
revised  to  remove  provisions  that  were  not  necessary  for 
reproducible  drawings,  although  they  did  set  forth  standards 
for  drawings  that  are  easy  to  understand.  For  example,  § 
1.84(m),  shading,  was  proposed  to  be  deleted  because  shading 
is  encouraged,  but  not  required  for  drawings  that  are  under- 
standable and  reproducible.  After  careful  consideration  of  the 
many  comments  concerning  drawings,  it  was  decided  not  to 
pursue  many  of  the  proposed  amendments. Most  comments 
explained  that  quality  drawings  are  necessary  for  understand- 
ing of  the  drawings  and  that  §  1.84  should  set  high  standards 
for  drawings.  Accordingly,  the  amendments  made  to  §  1 .84  are 
largely  either  to  conform  with  existing  practice  (i.e.,  the 
elimination  of  the  petition  requirement  for  black  and  white 
photographs),  or  to  clarify  the  rule  (e.g.,  color  photographs 
must  meet  the  requirements  of  both  §§  1.84(a)(2)  and 
1.84(b)(1)). 

The  resulting  standards  set  forth  in  §  1.84  define  conditions 
met  by  quality  drawings,  and  applicants  should  be  mindful  of 
§  1.84  in  submitting  drawings  to  the  Office.  Applicants  should 
submit  quality  drawings  in  order  to  ensure  that  any  patent 
application  publication  or  patent  is  printed  with  quality  draw- 
ings. The  Office's  implementation  of  §    1.84  will  include 


1280  OG  430 
(152) 


OFFICIAL  GAZETTE 


March  2,  2004 


reviewing  drawings  to  ensure  that  what  has  been  submitted  can 
be  scanned  and  has  no  obvious  errors,  but  will  not  include 
objecting  to  drawings  merely  because  they  could  have  been 
drawn  more  clearly  or  with  more  suitable  views  or  shading. 

Sections  1.84(a),  (a)(2),  (b)(1),  and  (b)(2)  are  amended  to 
clarify  that  design  applications  are  covered. 

Section  1.84(a)(2)  is  amended  to  clarify  that  color  drawings 
must  be  reproducible  in  black  and  white  in  the  printed  patent 
and  that  a  petition  (with  petition  fee)  is  required.  The  petition 
must  show  that  color  drawings  are  necessary  for  the  under- 
standing of  the  claimed  invention. 

Section  1.84(b)(1)  is  amended  to  eliminate  the  requirement  for 
three  copies  of  black  and  white  photographs  and  a  petition  to 
accept  such  photographs.  Section  1.84(b)(1)  is  also  amended  to 
specify  that  black  and  white  photographs  may  be  accepted 
where  photographs  are  the  only  practical  medium  of  illustrat- 
ing the  claimed  invention  and  to  give  a  hst  of  examples  when 
photographs  are  acceptable.  For  example,  photographs  or 
photomicrographs  of  electrophoresis  gels,  blots  (e^,  immu- 
nological, western,  southern,  and  northern),  autoradiographs, 
cell  cultures  (stained  and  unstained),  histological  tissue  cross 
sections  (stained  and  unstained),  animals,  plants,  in  vivo 
imaging,  thin  layer  chromatography  plates,  crystalline  struc- 
tures, and,  in  a  design  patent  application,  ornamental  effects, 
are  acceptable.  If  photographs  are  submitted  where  the  subject 
matter  is  capable  of  illustration  by  drawing,  for  example  if  a 
photograph  of  a  syringe  is  submitted,  the  examiner  may  require 
a  drawing. 

Section  1.84(b)(2)  is  amended  to  clarify  that  both  the  require- 
ments of  §§  1.84(a)(2)  and  1.84(b)(1)  must  be  met  for  color 
photographs  to  be  acceptable. 

Section  1.84(c)  is  amended  to  provide  that  identifying  indicia 
should  be  placed  on  the  front  of  drawing  sheets,  in  the  top 
margin. 

Section  1.84(j)  is  amended  to  provide  that  one  of  the  views 
must  be  suitable  for  publication  on  the  cover  page  of  the 
printed  patent  as  the  illustration  of  the  invention. 

Section  1.84(k)  is  amended  to  clarify  that  indications  such  as 
"actual  size"  or  "scale  [OOab]"  on  the  drawings  are  not 
permitted  since  these  lose  their  meaning  with  reproduction  in 
a  different  format. 

Section  1.84(o)  has  been  reworded  for  clarity. 

Section  1.84(y)  contains  text  that  was  previously  contained  in 
1.84(x). 

Comment  37:  Many  conmients  were  received  applauding  the 
decision  of  the  Office  to  publish  utility  and  design  patents  with 
color  drawings  in  color.  Some  of  these  comments,  however, 
expressed  concern  that  the  standard  for  accepting  color  draw- 
ings or  color  photographs  was  not  clear. 

Response:  The  plans  to  publish  design  and  utility  applications 
with  color  drawings  in  color  will  not  be  pursued  at  this  time  in 
order  to  allow  the  Office's  automation  efforts  to  focus  on 
implementation  of  the  eighteen-month  publication  provisions 
of  the  "American  Inventors  Protection  Act  of  1999"  and  filing 
of  applications  electronically. 

Comment  38:  Many  comments  were  received  arguing  against 
the  proposed  changes  to  §  1.84.  The  comments  argued  that  the 
proposed  changes  would  make  drawings  harder  to  understand, 
thereby  decreasing  the  quality  of  patents,  make  examination 
more  difficult,  and  make  a  patent  harder  to  defend  and 
understand.  Several  noted  that  low  standards  for  patent  draw- 
ings would  result  in  loss  of  jobs  for  patent  illustrators.  Many 
other  conmients  were  received  supporting  the  proposed 
changes,  stating  that  the  burden  to  submit  quality  drawings 
should  be  on  the  applicant  and  not  the  Office,  and  that  the 
technical  objections  made  by  the  Office  are  a  waste  of  time. 

Response:  Section  1.84  has  largely  not  been  amended  as 
proposed  in  order  to  have  standards  for  quality  drawings  in  one 
place  and  not  spread  out  among  the  rules,  the  MPEP,  and  other 
materials.  Although  the  Office  has  explained  the  requirements 
of  quality  drawings  in  §  1.84,  this  does  not  mean  that  the  Office 


will  require  applicant  to  submit  the  best  quality  drawings 
possible.  It  is  in  applicant's  interest  that  the  drawings  be  of  the 
best  possible  quality.  Applicants  will  be  informed  by  the  Office 
when  drawings  (e.g.,  informal  drawings)  are  not  of  the  normal 
publication  standard.  Accordingly,  enforcement  of  §  1.84  will 
be  limited  to  insisting  upon  drawings  that  are  correct  and 
reproducible. 

Section  1.85:  Sections  1.85(a)  through  (c)  are  amended  to 
remove  superfluous  material. 

Section  1.85(a)  is  amended  to  remove  the  discussion  of  strict 
enforcement  of  1.84  drawing  requirements.  See  the  discussion 
under  §  1.84. 

Section  1.85(c)  is  amended  to  make  the  period  for  filing 
corrected  or  formal  drawings  in  reply  to  a  Notice  of  Allowabil- 
ity a  nonextendable  period.  Extensions  under  §§  1.136(a)  or 
(b)  will  no  longer  be  permitted.  Thus,  the  time  period  for 
submitting  the  issue  fee  and  any  corrected  or  new  drawings 
will  be  uniform,  three  months  from  the  Notice  of  Allowability. 
Any  Notice  of  Allowability  that  is  mailed  under  the  former  rule 
permitting  an  extension  of  time  under  §  1.136  may  be  replied 
to  after  the  effective  date  of  the  instant  amended  rule  with  the 
use  of  a  §  1.136  extension  of  time. 

Elimination  of  the  §  1.85(c)  (and  §  1.136)  extension  of  time  for 
filing  corrected  or  formal  drawings  applies  only  where  a 
Notice  of  Allowability  requiring  the  corrected  or  formal 
drawing  has  been  mailed  on  or  after  sixty  days  after  publica- 
tion in  the  Federal  Register. 

The  Office  is  taking  positive  steps  to  make  it  easier  for 
applicants  to  submit  drawings  which  will  be  approved.  See  § 
1.84  and  the  change  to  §  1.85(a).  Therefore,  the  instances 
where  formal  drawings  will  be  required  when  the  appUcation  is 
allowable  will  be  reduced  because  more  drawings  will  be 
approved  as  submitted. 

The  elimination  of  extensions  of  time,  it  is  hoped,  will 
encourage  applicants  to  submit  drawings  that  can  be  approved 
as  submitted.  This  will  not  only  save  applicants  from  paying 
for  an  extension  of  time  to  correct  the  drawings  (and  cause  a 
possible  loss  of  patent  term  adjustment,  35  U.S.C.  154),  but 
will  support  eighteen-month  publication  of  applications  that  is 
also  instituted  by  recent  statutory  changes. 

Comment  39:  Two  comments  supported  the  change  to  the 
extension  of  time  period.  A  few  comments  opposed  the  change. 
One  comment  thought  it  premature  to  eliminate  the  extension 
until  such  time  as  the  Office  achieves  a  goal  of  four  weeks  to 
publication  from  payment  of  the  issue  fee.  At  that  point  the 
Office  could  implement  not  by  a  rule  change  but  by  a  statement 
on  the  notice  of  allowability.  Even  then  extensions  for  cause 
under  §  1.136(b)  should  be  allowed  as  in  some  instances  it  will 
be  impossible  to  meet  the  three-  month  deadline  for  good 
reasons.  No  corresponding  benefit  was  seen  for  the  change. 

Response:  The  need  to  publish  apphcation  drawings  as  re- 
quired by  eighteen-month  publication  of  applications,  rather 
than  the  need  to  publish  quickly  once  the  issue  fee  is  paid,  is 
a  driver  for  the  change.  This  coupled  with  the  changes  to  §  1 .84 
will  help  ensure  that  there  are  very  few  drawings  that  still  need 
correction  at  the  time  of  allowance. Elimination  of  a  need  for 
extensions  of  time,  which  may  result  in  loss  of  patent  term, 
coupled  with  a  uniform  time  frame  for  submission  of  both 
issue  fee  and  drawing  corrections  will  benefit  applicants. 

Comment  40:  One  comment  urged  that  the  change  should  be 
implemented  so  that  requirements  for  corrections  already  into 
extensions  of  time  on  the  date  that  the  rule  goes  into  effect 
should  be  grandfathered  in. 

Response:  The  comment  is  adopted.  It  is  intended  that  the 
change  only  apply  to  requirements  for  corrections  issued  on  or 
after  the  effective  date  of  the  rule. 

Section  1.91:  Section  1.91(a)(3)(i)  is  amended  to  refer  to  "[t]he 
fee  set  forth  in  §  1.17(h)"  for  consistency  with  the  changes  to 
§  1.17(h)  and  §  1.17(i).  See  discussion  of  changes  to  §  1.17(h) 
and  §  1.1 7(i). 
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Section  1.96:  The  Office  indicated  in  the  Notice  of  Proposed 
Rulemaking  that  the  submission  of  computer  program  listings 
on  microfiche  placed  a  burden  on  applicants  and  the  Office, 
and  that  it  was  considering  changes  to  §  1.96  to  permit 
machine  readable  computer  program  listings  to  be  submitted 
on  electronic  media  in  lieu  of  microfiche.  Section  1.96  is 
amended  to  provide  for  voluminous  program  listings  contain- 
ing over  300  hues  of  code  to  be  submitted  on  archival 
electronic  media  instead  of  microfiche.  Section  1.96(b)  is 
amended  to  Umit  computer  program  hstings  that  may  be 
submitted  as  drawings  or  part  of  the  specification  to  300  lines 
or  fewer,  with  each  line  comprising  72  or  fewer  characters. 

Under  §  1 .96  as  amended,  any  computer  program  listing  may 
and  all  computer  program  listings  over  300  fines  in  length  (up 
to  72  characters  per  line)  must  be  submitted  as  a  computer 
program  listing  appendix  on  a  compact  disc  pursuant  to  § 
1.96(c)  (subject  to  the  "transitional"  practice  discussed  below). 
Computer  program  listings  in  compfiance  with  former  §  1.96 
will  be  accepted  until  March  1,  2001.  After  that  date,  computer 
program  listings  must  comply  with  revised  §  1.96. 

Section  1.96(c)  is  specifically  amended  to  provide  that  a 
"computer  program  listing  appendix"  be  submitted  on  a 
compact  disc,  as  defined  in  §  1.52(e).  The  information  submit- 
ted will  be  considered  a  "computer  program  hsting  appendix" 
(rather  than  a  microfiche  appendix). 

Section  §  1.96(c)  will  continue  to  require  a  reference  at  the 
beginning  of  the  specification  as  itemized  in  §  1.77(b)(4),  as 
amended.  As  with  a  microfiche  appendix,  the  contents  of  the 
"computer  program  listing  appendix"  on  a  compact  disc  will 
not  be  printed  with  the  published  patent,  but  will  be  available 
from  the  Office  on  a  medium  to  be  specified  by  the  Office.  The 
contents  of  a  "computer  program  listing  appendix"  on  a 
compact  disc  may  not  be  amended  pursuant  to  §  1.121,  but 
must  be  submitted  on  a  substitute  compact  disc.  Section 
1 .96(c)  does  not  apply  to  international  applications  filed  in  the 
United  States  Receiving  Office. 

Section  1 .96(c)  provides  that  the  availability  of  the  computer 
program  will  be  directly  analogous  to  that  of  the  microfiche.  A 
compact  disc  appendix  will  be  stored  in  the  file  wrapper  just  as 
microfiche  appendices  are  currently  stored.  §  1.96(c)(1)  it  is 
specified  that  multiple  program  listings  may  be  placed  on  a 
single  compact  disc,  but  a  separate  compact  disc  is  required  for 
each  application. 

Section  §  1 .96(c)(2)  provides  that  the  submission  requirements 
are  specified  in  §  1.52(e)  and  adds  further  requirements 
concerning  the  formatting  of  the  "computer  program  listing 
appendix." 

Until  March  1,  2001,  the  Office  will  continue  to  accept  a 
computer  program  listing  that  compfies  with  current  §  1.96 
provisions  (i.e.,  a  computer  program  listing  contained  on  ten  or 
fewer  sheets  as  drawings  or  part  of  the  specification,  or  a 
"computer  program  listing  appendix"  on  microfiche). 

The  amendments  to  §§  1.96  and  1.821  et  seq.  (discussed 
below)  for  computer  program  listings  and  sequence  listings 
will  eUminate  the  need  for  submissions  of  hard  to  handle  and 
reproduce  microfiche  computer  program  listings  and  volumi- 
nous paper  sequence  listings.  To  focus  specifically  on  the 
Office's  difficult  paper  handling  problem,  and  to  simplify  this 
project  so  it  can  be  deployed  in  a  short  time  span,  only  the 
computer  program  listings,  large  table  information,  and  the 
nucleotide  and/or  amino  acid  sequences  will  be  accepted  in 
machine  readable  format.  As  the  Office  gains  experience  with 
this  new  electronic  medium  for  submission,  the  use  of  it  may 
expand,  or  be  subsumed  into  other  more  flexible  electronic 
submission  methods. 

Relationship  to  Office  automation  plans:  These  changes  are  the 
initial  steps  toward  solutions  to  difficult  Office  paper-handling 
problems.  The  Office  is  planning  for  voluntary  full  electronic 
submission  of  apphcations  and  related  documents  by  fiscal 
year  2001.  The  changes  in  this  final  rule  are  an  initial  step  in 
that  direction,  permitting  certain  application  and  related  mate- 
rial to  be  submitted  on  an  acceptable  archival  medium. 

Comment  41:  The  comments  (almost  without  exception)  were 
supportive  of  this  proposal.  Comments  specifically  indicated 
that  this  proposal  was  "long  overdue,"  and  that  the  proposal 


should  include  provisional  applications  and  other  technologies, 
including  chemical  and  manufacturing  processes  requiring 
precise  computer  control.  The  comments  provided  advice, 
including  the  concepts  of  safeguarding  the  information  from 
alteration,  of  making  the  public  access  and  examiner  access 
easy  and  of  assuring  the  submissions  are  readable  in  a 
nonproprietary  format.  The  only  negative  comment  was  an 
expression  of  disbelief  that  the  Office  was  equipped  to  handle 
electronic  media  submissions. 

Response:  The  Office  is  amending  §  1.96  to  provide  for 
voluminous  program  listings  to  be  submitted  on  archival 
electronic  media  instead  of  microfiche. 

Section  1.97:  Sections  1.97(a)  through  (e),  and  (i)  have  been 
modified  for  purposes  of  grammar  and  consistency  within  the 
section. 

Section  1.97(b)(1)  has  been  amended  to  insert  "other  than  an 
application  under  §  1.53(d)"  to  eliminate  the  three-month 
window  for  filing  an  information  disclosure  statement  (IDS)  in 
a  continued  prosecution  application  (CPA).  Because  of  the 
streamlined  processing  for  CPAs,  it  is  expected  that  the 
examiner  will  issue  an  action  on  the  merits  before  three  months 
from  the  filing  date.  Under  the  former  rule,  should  an  examiner 
issue  an  action  on  the  merits  prior  to  three  months  from  the 
filing  date  and  an  IDS  was  submitted  after  the  Office  action 
was  mailed  but  within  the  three-month  window,  the  examiner 
was  required  to  redo  the  action  to  consider  the  IDS.  A  CPA  is 
a  continuing  application,  and,  thus,  applicant  should  have  had 
ample  opportunity  to  file  an  IDS.  Note  that  §  1.103(b)  now 
provides  for  a  request  of  a  three-month  suspension  of  action 
upon  filing  of  a  CPA;  thus,  in  an  unusual  instance  where  a  need 
to  file  an  IDS  newly  arises,  applicant  can  request  the  three- 
month  suspension  based  upon  that  need.  In  view  of  the  above, 
it  is  appropriate  to  require  that  any  IDS  be  filed  before  filing 
the  CPA,  or  concurrently  with  the  filing  of  the  CPA. 

Section  1.97(b)(1)  applies  to  all  continued  prosecution  apph- 
cations under  §  1.53(d)  filed  on  or  after  60  days  from 
publication  of  this  final  rule  in  the  Federal  Register. 

Section  1.97(b)(3)  has  been  amended  to  delete  unassociated 
text.  The  phrase  "whichever  event  occurs  last"  appeared  at  the 
end  of  §  1.97(b)(3),  and  thus  it  physically  appeared  to  apply 
only  to  §  1.97(b)(3).  In  reality,  "whichever  event  occurs  last" 
should  be  associated  with  each  of  §§  1.97(b)(1),  (b)(2),  and 
(b)(3).  Accordingly,  "whichever  event  occurs  last"  has  been 
deleted  from  §  1.97(b)(3),  and  "within  any  one  of  the  follow- 
ing time  periods"  has  been  added  in  §  1 .97(b).  This  eliminates 
the  unassociated  text  "whichever  event  occurs  last"  from  § 
1 .97(b)(3),  while,  at  the  same  time,  making  it  clear  that  the  IDS 
will  be  entered  if  it  is  filed  within  any  of  the  time  periods  of  §§ 
1.97(b)(1),  (b)(2),  (b)(3)  or  (b)(4). 

As  the  filing  of  a  RCE  under  §  1.114  is  not  the  fifing  of  an 
application,  but  merely  continuation  of  the  prosecution  in  the 
current  application,  §  1.97(b)(4)  does  not  provide  a  three- 
month  window  for  submitting  an  IDS  after  the  filing  of  a 
request  for  continued  examination. 

Section  1 .97(c)  is  amended  in  conformance  with  paragraph  (b) 
to  delete  "whichever  occurs  first."  Additionally,  §  1.97(c)  is 
amended  to  include,  in  addition  to  a  final  action  under  §  1.113 
and  a  notice  of  allowance  under  §  1.311,  other  Office  actions 
which  close  prosecution  in  the  application.  This  would  typi- 
cally occur  when  an  Office  action  under  Ex  parte  Quayle,  1935 
Dec.  Comm'rPat.  11  (Comm'r  Pat.  1935),  is  issued.  No  reason 
is  seen  for  including  only  two  of  the  types  of  actions  which 
close  prosecution  (§§  1.113,  and  1.311),  while  not  including 
other  types. 

The  fee  for  a  §  1.97(c)(2)  submission  has  been  lowered  from 
$240  to  $180,  see  §  1.1 7(p)  and  the  discussion  of  the  change  to 
the  fee  for  submissions  under  §  1.97(d).  The  new  fee  for  § 
1.97(c)  IDS  submissions  applies  to  any  IDS  filed  on  or  after 
two  months  from  the  date  of  publication  in  the  Federal 
Register. 

Section  §  1 .97(d)(2)  has  been  deleted  in  its  entirety  to  remove 
all  reference  to  the  filing  of  a  petition  and  the  associated 
petition  fee  of  $130.  A  petition  unduly  complicates  the  matter, 
while  there  is  really  no  issue  to  be  decided  other  than  the  entry 
of  the  IDS,  and  this  issue  of  entry  is  ordinarily  decided  by  the 
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patent  examiner  without  the  need  for  a  petition.  Section 
1.97(d)(2)  simply  requires  (for  an  IDS  submitted  after  the 
close  of  prosecution  and  before  payment  of  the  issue  fee)  the 
combination  of  the  IDS  fee  (in  §  1.17(p))  and  the  statement  as 
is  specified  in  §  1.97(e). 

Consistent  with  the  change  to  the  fee  required  by  §  1.97(c),  the 
fee  referred  to  in  §  1.97(d)  has  been  changed  from  a  petition 
fee  of  $130  to  a  submission  fee  of  $180,  see  §  1.1 7(p).  The 
Office  has  reevaluated  the  processing  of  submissions  under  §§ 
1.97(c)  and  (d)  and  determined  that  the  steps  and  costs 
involved  are  so  similar  that  charging  different  fees  was  not 
necessary.  The  average  cost  of  processing  the  submissions  was 
determined  to  be  $180,  which  fee  is  required  for  submissions 
under  either  §  1.97(c)  or  §  1.97(d),  see  §  1.1 7(p).  The  new  fee 
for  §  1.97(d)  IDS  submissions  apphes  to  any  IDS  filed  on  or 
after  two  months  from  the  date  of  publication  in  the  Federal 
Register. 

The  material  in  former  §  1.97(d)(3)  is  now  in  §  1.97(d)(2),  in 
view  of  the  deletion  of  former  §  1.97(d)(2),  and  is  amended  to 
delete  reference  to  the  fee  as  a  petition  fee  under  §  1.1 7(i)  and 
instead  make  reference  to  the  fee  as  an  IDS  fee  under  §  1.17(p). 

Section  1.97(e)(1)  is  amended  to  specify  that  an  item  first  cited 
in  a  communication  from  a  foreign  patent  office  in  a  counter- 
part foreign  application  not  more  than  three  months  prior  to  the 
filing  of  the  IDS  is  entitled  to  special  consideration  for  entry 
into  the  record.  An  item  first  cited  by  a  foreign  patent  office 
(for  example)  a  year  before  the  filing  of  the  IDS  in  a 
communication  from  that  foreign  patent  office,  which  item  is 
once  again  cited  by  another  foreign  patent  office  within  three 
months  prior  to  the  filing  of  the  IDS  in  the  Office,  is  not 
entitled  to  special  consideration  for  entry,  since  applicant  was 
aware  of  the  item  a  year  ago,  yet  did  not  submit  that  item. 
Similarly,  a  document  cited  in  an  examination  report  cannot 
support  timely  submission  where  the  document  was  first 
previously  cited  more  than  three  months  previously  in  a  search 
report  from  the  same  foreign  office.  The  term  "a"  was  replaced 
with  the  term  "any"  (in  the  second  line  of  §  1.97(e)(1))  to  make 
the  distinction  clear. 

Section  1.97(i)  is  amended  to  delete  "filed  before  the  grant  of 
a  patent."  This  phrase  is  surplusage  since  there  can  be  no 
information  disclosure  statement  after  the  grant  of  the  patent. 
A  submission  of  information  items  after  the  patent  grant  is  a 
"prior  art  citation"  which  is  made,  and  treated,  under  §  1.501. 
Section  1 .97(i)  is  also  amended  to  make  it  a  little  clearer  that 
both  §§  1.97  and  1.98  must  be  complied  with  to  obtain 
consideration  of  an  IDS  (by  the  Office),  and  to  change  §  1.97(i) 
plural  recitation  of  information  disclosure  statements  to  a 
singular  recitation,  which  would  be  in  conformance  with  the 
rest  of  §  1.97. 

Comment  42:  One  comment  opposed  the  elimination  of  the 
three-month  window  to  file  an  IDS  in  a  CPA  under  §  1.97(b)(1) 
and  the  charging  of  a  fee  to  obtain  the  three-month  suspension 
of  action  under  §  1.103.  It  was  suggested  that  no  fee  should  be 
charged  for  the  suspension  request,  or  a  lower  CPA  filing  fee 
should  offset  the  suspension  fee.  It  was  felt  that  there  is  no 
rational  basis  to  require  applicants  to  pay  an  additional  fee 
simply  to  have  the  CPA  obtain  the  same  benefits  (i.e.,  the 
ability  to  file  an  IDS  without  fee  during  the  first  three-month 
period)  as  a  non-CPA  fifing,  since  the  full  appUcation  fee  is 
already  required  for  the  CPA  filing. 

Response:  The  proposal  to  amend  §  1.103  was  not  proceeded 
with  in  this  final  rule,  but  has  been  included  in  the  final  rule  to 
implement  request  for  continued  examination  practice  (the 
final  rule  resulting  from  Changes  to  Application  Examination 
and  Provisional  Application  Practice.  Interim  Rule,  65  FR 
14865  (March  20,  2000),  1233  Off.  Gaz.  Pat.  Office  47  (April 
11,  2000)).  The  comment  has  been  treated  in  that  final  rule. 

Comment  43:  Some  comments  beUeved  that  the  Office  has  not 
justified  raising  the  cost  for  submission  of  an  IDS  under  § 
1 .97(d)  and  opposed  the  amendment.  The  previous  higher  fee 
for  earlier  submission  was  intended  as  an  inducement  to 
submit  the  IDS  earlier,  while  the  lower  fee  for  later  submission 
existed  because  an  applicant  must  be  able  to  certify  that  the  art 
cited  in  the  IDS  is  being  promptly  made  of  record.  A  request 
was  made  for  information  on  the  percentage  of  time  prosecu- 
tion is  reopened  when  art  was  considered  after  final  determi- 
nation. 


Response:  The  comment  relating  to  cost  justification  has  been 
adopted  and  the  cost  for  submission  has  been  reevaluated.  The 
only  factor  in  determining  IDS  submission  fees  is  cost  to  the 
Office  to  process  the  submissions.  The  Office  has  accordingly 
reevaluated  the  cost  for  processing  both  §§  1.97(c)  and  (d)  fees 
and  has  determined  that  the  appropriate  cost  recovery  fee 
should  be  the  same  for  both  and  the  fee  amount  should  be 
$180. 

Comment  44:  One  comment  requested  clarification  of  the 
amendment  to  §  1.97(e)(1).  It  was  not  clear  whether  the 
requirement  of  "first  cited"  refers  to  a  citation  by  the  foreign 
patent  office  that  cites  the  information  in  an  official  action,  or 
refers  to  the  citation  by  any  patent  office  in  a  counterpart 
application.  For  example,  if  a  patent  is  cited  in  a  German  Office 
action,  and  it  is  the  first  time  that  the  patent  is  cited  in  that 
application,  but  the  same  patent  was  previously  cited  in  a 
Japanese  counterpart  appUcation,  could  the  item  of  information 
be  cited  as  the  first  citation  in  a  communication  from  the 
German  Patent  Office?  Unless  the  German  citation  could  be 
used  as  the  first  citation,  the  coordination  of  citations  among  a 
plurality  of  foreign  applications  would  create  a  very  significant 
administrative  burden  on  appUcants  and  their  representatives. 

Response:  The  comment  is  adopted  to  the  extent  that  § 
1.97(e)(1)  has  been  amended  to  make  clear  that  the  German 
citation  could  not  be  refied  upon  as  the  first  citation.  The  term 
"a"  was  replaced  with  the  term  "any"  (as  noted  in  the 
discussion  under  §  1.97(e)(l)).The  amendment  to  the  rule  is  a 
clarification  and  does  not  represent  a  change  in  practice.The 
intent  of  the  rule  is  to  encourage  IDS  disclosures  as  early  in  the 
prosecution  as  is  possible  and  in  particular  before  payment  of 
the  issue  fee. 

Comment  45 :  One  comment  noted  that  the  change  discussed  in 
the  preamble  of  the  notice  of  proposed  rule  changes  for  § 
1.97(i)  was  not  reflected  in  the  rule  language  portion  of  the 
notice.  Section  1 .97  (i)  was  not  presented  in  the  rule  language. 

Response:  The  language  representing  the  clarifications  dis- 
cussed but  not  presented  for  §  1.97(i)  has  been  placed  ii^  the 
rule  language. 

Section  1.98:  The  Office  has  gone  forward,  at  the  present  time, 
with  only  one  aspect  of  the  plan  for  information  disclosure 
statement  (IDS)  revision  that  was  set  forth  in  the  Advance 
Notice:  the  proposal  to  require  that  an  IDS  include  a  legible 
copy  of  each  cited  pending  U.S.  application  or  that  portion  of 
the  application  which  caused  it  to  be  fisted  including  any 
claims  directed  to  that  portion.  The  IDS  rules  are  also  being 
revised  for  consistency  and  grammar,  and  to  tie  up  a  number  of 
loose  ends,  as  will  be  discussed  below. 

Other  than  the  proposed  requirement  for  a  copy  of  each  cited 
U.S.  application,  the  IDS  proposals  as  set  forth  in  Topics  9  and 
10  of  the  Advance  Notice  were  withdrawn  in  the  Notice  of 
Proposed  Rulemaking.  Accordingly,  there  is  no  proposal  at  this 
time  for  a  statement  of  personal  review  or  for  a  unique 
description  as  were  called  for  in  the  Advance  Notice,  and  the 
number  of  citations  that  may  be  submitted  is  not  presently 
limited.  The  Office  issued  a  notice  of  hearing  and  request  for 
public  comments  to  obtain  views  of  the  pubfic  on  issues 
associated  with  the  identification  and  consideration  of  prior  art 
during  patentability  determinations.  See  Notice  of  Public 
Hearing  and  Request  for  Comments  on  Issues  Related  to  the 
Identification  of  Prior  Art  During  the  Examination  of  a  Patent 
Application,  Notice  of  Hearing  and  Request  for  Public  Com- 
ments. 64  FR  28803  (May  27,  1999),  1223  Off.  Gaz.  Pat. 
Office  91  (June  15,  1999).  Pursuant  to  that  notice,  the  Office 
held  public  hearings  on  June  28,  1999,  and  July  14,  1999,  on 
the  issues.  These  prior  art  issues  are  related  to  the  changes 
presently  being  considered  by  the  Office,  independent  of  the 
instant  final  rule,  to  impose  requirements/fimits  on  IDS  sub- 
missions in  §  1.98  and  in  §  1.56.  Thus,  it  would  be  premature 
to  go  forward  with  a  comprehensive  new  IDS  alternative  until 
the  results  of  the  hearings  and  comments  submitted  in  response 
to  the  notice  have  been  appropriately  evaluated.  It  is  contem- 
plated that  any  new  IDS/§  1.56  alternatives  will  be  advanced  in 
a  future  rulemaking. 

The  specifics  of  the  current  revisions  to  §  1.98  will  now  be 
discussed.  The  discussion  will  include  the  changes  proposed  in 
the  Notice  of  Proposed  Rulemaking,  in  addition  to  the  appfi- 
cation  copy  requirement  that  was  also  present  in  the  Advance 
Notice  of  Proposed  Rulemaking. 
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Sections  1.98(a)  through  (d)  are  amended  for  purposes  of 
clarity. 

Section  1.98(a)(2)(iii)  is  amended  to  be  directed  solely  to  a 
new  requirement:  For  each  pending  U.S.  application  citation 
listed  in  an  IDS,  applicant  must  submit  either  a  copy  of  the 
application  specification,  including  the  claims,  and  any  draw- 
ing of  the  application,  or  as  a  minimum,  the  portion  of  the 
application  which  caused  it  to  be  listed,  including  any  claims 
directed  to  the  portion  which  caused  it  to  be  listed.  The  OflBce 
noted,  in  the  Advance  Notice  (and  in  the  Notice  of  Proposed 
Rulemaking),  its  concern  that  current  §  1 .98  does  not  require 
applicant  to  supply  copies  of  U.S.  application  citations.  It  was 
pointed  out  that  there  is  a  real  burden  on  the  examiner  to  locate 
and  copy  one  or  more  pending  applications,  thus  delaying  the 
examination  of  the  apphcation  being  examined  (in  which  the 
U.S.  application  citation  is  made).  Further,  copying  a  cited 
pending  application  has  the  potential  for  interfering  with  the 
processing  and  examination  of  the  cited  application.  This 
revision  would,  additionally,  be  a  benefit  to  the  public  since  the 
copy  of  the  application  would  be  readily  available  upon 
issuance  of  the  application  as  a  patent. Additionally,  § 
1.98(a)(2)(iv)  has  been  added  to  contain  some  material  re- 
moved by  the  change  to  §  1.98(a)(2)(iii).  To  the  extent  that  the 
cited  pending  application  represents  proprietary  information 
which  applicant  does  not  wish  to  be  publicly  available  once  the 
patent  issues,  applicant  may  submit,  prior  to  issue,  a  petition 
that  it  be  expunged  pm-suant  to  §  1.59(b). 

Sections  1.98(a)(3)  and  (b)  were  amended  to  create  subpara- 
graphs. 

Section  1.98(b)  was  further  amended  to  set  forth  the  required 
identification  for  listed  U.S.  applications,  to  change  "shall"  to 
"must,"  to  require  in  §  1.98(b)(1)  identification  of  the  "inven- 
tor" rather  than  of  the  "patentee"  (to  conform  to  the  language 
of  §  1.98(b)(2)),  and  to  require  in  §  1.98(b)(4)  identification  of 
the  "publisher." 

Section  1.98(c)  was  amended  to  move  the  last  sentence  to  § 
1.98(a)(3)(ii). 

Section  1 .98(d)  provides  that  copies  of  information  cited  in  an 
IDS  are  required  to  be  supplied  to  the  Office  with  the  IDS  even 
if  such  copies  had  been  previously  supphed  to  the  Office  in  an 
IDS  submission  in  an  earlier  application,  unless  excepted 
under  §§  1.98(d)(1)  and  (2)  relating  to  a  continuing  applica- 
tion. 

Section  1.98(d)(1)  states  the  requirement  that  the  prior  appli- 
cation must  be  relied  on  for  a  benefit  claim  under  35  U.S.C. 
120  and  that  the  earlier  application  must  be  properly  identified 
in  the  IDS. 

Section  1.98(d)(2)  states  that  the  IDS  submitted  in  the  prior 
application  must  comply  with  §§  1.98(a)  through  (c)  as 
amended  in  this  notice. 

Therefore,  in  an  IDS,  filed  on  or  after  the  effective  date  of  this 
rule,  which  cites  a  pending  U.S.  application,  a  copy  of  that 
pending  application  (or  the  portion  of  the  application  which 
caused  it  to  be  listed,  including  any  claims  directed  to  that 
portion)  must  be  submitted  unless: 

1.  The  application  for  which  the  IDS  was  submitted  claims 
benefit  to  an  earlier  apphcation  under  35  U.S.C.  120  and  that 
earlier  application  is  properly  identified  in  the  IDS;  and 

2.  The  earlier  application  cites,  and  has  a  copy  of,  the  same 
pending  U.S.  application  (or  the  portion  of  the  application 
which  caused  it  to  be  listed,  including  any  claims  directed  to 
that  portion). 

Example  1:  Application  A  has  an  IDS  statement  which  cites 
pending  U.S.  application  X.This  IDS  was  filed  prior  to  the 
effective  date  of  the  rule  change  to  §  1.98,  and  applicants  did 
not  submit  a  copy  of  pending  U.S.  application  X  (as  they  were 
not  required  to  under  former  §  1.98(d)).  Application  B  is  filed 
as  a  continuing  application  of  Application  A.  In  Apphcation  B, 
appUcants  file  an  IDS  after  the  effective  date  of  the  rule 
change,  in  which  the  IDS  lists  the  same  pending  U.S.  appli- 
cation (i.e.,  application  X)  and  refers  to  Application  A. 
Applicants  fail  to  submit  a  copy  of  pending  U.S.  application  X 
with  the  IDS  filed  in  Application  B.  The  examiner  will  not 
consider  pending  U.S.  application  X  during  the  examination  of 
Application   B    since   the   IDS    does    not   comply    with    § 


1.98(a)(2)(iii).  Applicants  must  submit  a  copy  of  pending  U.S. 
application  X  in  order  to  ensure  that  pending  U.S.  apphcation 
X  is  considered  by  the  examiner. 

Example  2:  Application  C  cites,  and  has  a  copy  of,  pending 
U.S.  application  Y.Application  D  is  filed  and  claims  the  benefit 
of  Application  C  under  35  U.S.C.  120.  In  Apphcation  D, 
applicants  file  an  IDS,  which  Usts  the  same  pending  U.S. 
application  Y  and  refers  to  Application  C,  after  the  effective 
date  of  the  rule  change.  Applicants  fail  to  submit  a  copy  of 
pending  U.S.  application  Y.  The  examiner  will  consider  pend- 
ing U.S.  application  Y  during  examination  of  Application  D, 
since  a  copy  of  pending  U.S.  application  Y  is  not  required 
under  §  1.98(d). 

This  amendment  to  §§  1.98(d),  (d)(1),  and  (d)(2)  is  applicable 
to  all  IDS  submissions  filed  on  or  after  the  effective  date  of  this 
rule. 

Comment  46:  While  some  comments  supported  the  amend- 
ment, others  did  not.  It  is  argued  that  submissions  of  cited 
applications  are  relatively  rare,  and  the  Office's  justification  is 
based  on  false  presumptions  that  the  cited  application  file  is 
routinely  copied  or  that  the  examiner  must  have  a  copy  rather 
than  simply  review  the  (cited)  application  as  is  done  for 
references  in  a  subclass.  Additional  arguments  against  the 
amendment  are:  (a)  there  is  no  guarantee  that  pending  cited 
applications  would  be  expunged  from  the  file  in  which  it  is 
being  cited  prior  to  issuance  of  a  patent,  (b)  it  creates  a 
significant  burden  to  applicants  and  very  large  paper  files  in  the 
PTO,  (c)  most  pending  applications  will  soon  be  available  to 
the  examiner  in  electronic  form  thus  rendering  the  problem 
moot,  and  (d)  it  violates  the  confidentiality  of  35  U.S.C.  122. 
It  is  also  argued  that  as  there  is  no  requirement  to  submit  a 
copy  of  an  application  that  is  cited  under  Cross  Reference  to 
Related  Applications,  there  is  no  reason  to  have  a  different 
standard  where  the  same  application  is  cited  under  §  1.98.  One 
suggestion  supporting  the  amendment  thought  that  applicants 
should  be  required  to  submit  a  copy  of  the  prior  art  that  was 
submitted  in  the  cited  application  as  well  as  the  copy  of  the 
cited  application.One  comment  in  support  of  the  amendment 
noted  that  the  burden  on  applicants  was  minor  compared  to  the 
benefit  to  examiners  during  prosecution  and  to  the  public  after 
the  apphcation  issues  in  obtaining  papers  and  reducing  risk  of 
lost  and  misplaced  papers. 

Response:  The  comments  opposing  the  amendment  are  not 
adopted.  It  is  the  Office's  belief  that  it  is  faster  access  to  the 
cited  application  and  faster  examination  of  the  application 
having  the  cite,  and  not  the  frequency  of  such  apphcation 
citations,  that  is  determinative.  Additionally,  supplying  a  copy 
of  the  cited  application  to  the  examiner  prevents,  in  most  cases, 
the  need  to  disrupt  examination  of  the  cited  application.  Even 
where  a  cited  application  might  not  be  copied  by  the  examiner, 
if  a  copy  of  the  cited  apphcation  were  not  supplied,  there 
would  still  be  significant  disruption  to  examination  of  the  cited 
application,  since  the  examiner  would  need  to  obtain  the  file 
and  usually  remove  it  so  that  it  could  be  studied  in  the 
examiner's  office.  A  cited  apphcation  is  more  analogous,  not  to 
the  totality  of  references  in  the  search  files  that  an  examiner 
reviews  on  site,  but  to  the  references  that  the  examiner 
removes  from  the  search  file  to  study  further  in  the  examiner's 
office.  An  applicant  concerned  with  nondisclosure  of  the  cited 
application  has  recourse  to  §  1.59  expungement  provided  that 
the  cited  application  is  deemed  by  the  Office  to  not  be  material 
to  the  examination  of  the  application  in  which  it  is  cited.  On 
balance,  when  weighing  the  burden  on  applicants  to  produce  a 
copy  versus  the  Office's  need  to  examine  both  the  application 
in  which  another  application  is  cited  and  the  cited  application 
expeditiously,  it  is  believed  that  the  amendment  is  appropri- 
ate.When  electronic  copies  of  applications  become  available  to 
the  examiners,  the  issue  will  be  reconsidered.  To  the  extent  that 
applicants  are  concerned  about  supplying  a  copy  of  an  appli- 
cation cited  in  an  IDS,  applicants  may  refer  to  the  "cited" 
application  in  the  specification  of  the  "examined"  application, 
rather  than  by  IDS  submission  and  would  then  not  need  to 
supply  a  copy  of  the  referred  to  application;  however,  the 
Office  does  not  review  an  apphcation  referred  to  in  the 
specification  in  the  same  light  as  it  does  a  specific  IDS  citation 
of  the  application  with  a  copy  supplied.  For  example,  refer- 
ences in  the  specification  may  only  be  for  purposes  of 
supplying  background  information  as  opposed  to  utihzing  an 
IDS  to  comply  with  a  duty  of  disclosure  under  §  1.56. 
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Comment  47:  One  comment  opposed  the  requirement  in  § 
1.98(b)(2)  that  each  listed  U.S.  application  be  identified  by  the 
inventor,  application  number,  and  filing  date,  as  such  informa- 
tion can  be  easily  obtained  from  PALM.  It  was  suggested  that 
the  first  named  inventor  or  identification  number  be  used. 

Response:  The  comment  is  not  adopted.  The  burden  to  supply 
the  required  information  is  slight,  and  there  is  no  need  to 
require  examiners  to  look  the  information  up  under  PALM. 
Additionally,  if  only  one  piece  of  information  is  supplied,  e.g., 
application  number,  any  error  in  the  information  would  sig- 
nificantly delay  identification  of  the  application  being  cited. 

Comment  48:  One  comment  suggested  that  the  change  to  § 
1 .98(d)  adds  a  great  deal  of  complexity  for  very  little  benefit, 
particularly  as  the  examiners  should  be  considering  the  pros- 
ecution history,  which  is  independent  of  whether  the  IDS  in  the 
prior  application  complied  with  §  1.97.  Additionally,  there  is 
no  justification  to  apply  §  1 .98(d)(2)  retroactively. 

Response:  The  comment  has  been  adopted.  The  proposed 
required  comphance  with  §  1.97  for  the  IDS  in  the  prior 
application  has  not  been  carried  forward  in  the  final  rule.  It  is 
also  the  intent  of  the  Office,  as  stated  in  the  preamble  to  the 
instant  final  rule,  not  to  apply  §  1.98(d)(2)  retroactively. 

Section  1.102:  Section  1.102(d)  is  amended  to  refer  to  "the  fee 
set  forth  in  §  1.17(h)"  for  consistency  with  the  changes  to  §§ 
1.17(h)  and  1.1 7(i).  See  discussion  of  changes  to  §  1.17(h)  and 
§  1.17(i). 

Section  1.103:  The  proposal  to  amend  1 .  103  was  not  proceeded 
with  in  this  final  rule,  but  has  been  included  in  the  final  rule  to 
implement  request  for  continued  examination  practice  (the 
final  rule  resulting  from  Changes  to  Application  Examination 
and  Provisional  Application  Practice.  Interim  Rule,  65  FT^ 
14865  (March  20,  2000),  1233  Off.  Gaz.  Pat.  Office  47  (April 
11,  2000)).  The  comments  on  the  proposed  amendment  to 
1.103  have  been  treated  in  that  final  rule. 

Section  1.104:  Section  1.104(a)(2)  (second  sentence)  is 
amended  to  add  the  phrase  "in  an  Office  action"  to  provide 
basis  for  the  phrase  "Office  action"  in  §§1.1 11(a),  (b),  and 
1.115(a). 

Section  1.104(e)  has  been  revised  by  deleting  the  last  sentence 
thereof.  The  last  sentence  previously  stated: 

Failure  to  file  such  a  statement  does  not  give  rise  to  any  implication  that 
the  applicant  or  patent  owner  agrees  with  or  acquiesces  in  the  reasoning 
of  the  examiner. 

This  statement  of  the  rule  is  inconsistent  with  recent  decisions 
by  the  United  States  Supreme  Court  (Supreme  Court)  and  the 
United  States  Court  of  Appeals  for  the  Federal  Circuit  (Federal 
Circuit),  which  highlight  the  crucial  role  a  prosecution  history 
plays  in  determining  the  validity  and  scope  of  a  patent.  See 
e.g..  Wamer-Jenkinson  Co.  v.  Hilton  Davis  Chem.  Co..  520 
U.S.  17,  41  USPQ2d  1865  (1997);  Markman  v.  Westview 
Instruments.  52  F.3d  967,  34  USPQ2d  1321  (Fed.  Cir.  1995), 
affd  517  U.S.  320,  38  USPQ2d  1461  (1996);  Vitronics  Corp. 
V.  Conceptronic  Inc..  90  F.3d  1576,  39  USPQ2d  1573  (Fed. 
Cir.  1996).  The  examiner's  statement  of  reasons  for  allowance 
is  an  important  source  of  prosecution  file  history.  See  for 
example  Zenith  Labs..  Inc.  v.  Bristol-Myers  Squibb  Co..  19 
F.3d  1418,  30  USPQ2d  1285  (Fed.  Cir.  1996),  which  refer- 
ences MPEP  1302.14  to  this  effect  (Footnote  7  of  the  case). 

In  view  of  the  recent  case  law  dealing  with  prosecution  history, 
the  failure  of  an  applicant  to  comment  on  damaging  reasons  for 
allowance  would  give  rise  to  a  presumption  of  acquiescence  to 
those  reasons,  and  the  negative  inferences  that  flow  therefrom. 
Accordingly,  the  statement  in  the  rule  that  failure  to  file 
comments  on  reasons  for  allowance  does  not  give  rise  to  any 
implication  that  an  applicant  (or  patent  owner)  agrees  with  or 
acquiesces  in  the  reasoning  of  the  examiner  is  obsolete  and 
out  of  step  with  recent  case  law.  The  deletion  of  this 
statement  from  the  rule  should  require  applicant  to  set  forth  his 
or  her  position  in  the  file  if  he  or  she  disagrees  with  the 
examiner's  reasons  for  allowance,  or  be  subject  to  inferences 
or  presumptions  to  be  determined  on  a  case-by-case  basis  by  a 
court  reviewing  the  patent,  the  Office  examining  the  patent  in 


a  reissue  or  reexamination  proceeding,  the  Board  of  Patent 
Appeals  and  Interferences  reviewing  the  patent  in  an  interfer- 
ence proceeding,  etc. 

That  the  examiner  does  not  respond  to  a  statement  by  the 
applicant  commenting  on  reasons  for  allowance  does  not  mean 
that  the  examiner  agrees  with  or  acquiesces  in  the  reasoning  of 
such  statement.  While  the  Office  may  review  and  comment 
upon  such  a  submission,  the  Office  has  no  obligation  to  do  so. 

This  revision  of  §  1.104(e)  does  not  provide  any  new  policy, 
but  rather  tracks  the  state  of  the  case  law  established  in  the 
decisions  of  the  Supreme  Court  and  the  Federal  Circuit. 

Section  1.105:  Section  1.105  is  a  new  section  containing 
1.105(a)  through  (c),  relating  to  requirements  by  the  Office  that 
certain  information  be  supplied. 

Section  1.105(a)(1)  provides  examiners  or  other  Office  em- 
ployees explicit  authority  to  require  submission,  from  indi- 
viduals identified  under  §  1.56(c)  or  any  assignee,  of  such 
information  as  may  be  reasonably  necessary  for  the  Office  to 
properly  examine  or  treat  a  matter  being  addressed  in  an 
application  filed  under  35  U.S.C.  Ill  or  371,  in  a  patent,  or  in 
a  reexamination  proceeding.  The  examples  given  that  contain 
specific  references  in  §§  1.105(a)(l)(i),  (iii),  and  (vii)  to 
inventors,  and  in  §  1.105(a)(2)  to  assignees  who  have  exer- 
cised their  right  to  prosecute  under  §  3.71  are  not  intended  to 
limit  the  scope  of  general  applicability  for  all  individuals 
identified  in  §  1.56(c).  Abandoned  apphcations  also  fall  within 
the  scope  of  the  rule  to  provide  for  handling  of  petition  matters. 
New  §  1.105  is  simply  an  explicit  recitation  of  inherent 
authority  that  exists  pursuant  to  35  U.S.C.  131  and  132,  and 
continues  the  practice  of  providing  explicit  authority  to  Office 
employees  as  was  done  with  the  Board  of  Patent  Appeals  and 
Interferences  under  §  1.196(d)  and  with  trademark  examiners 
under  §  2.61. 

The  explicit  authority  of  the  examiner  under  §  1.105  to  require 
such  information  as  may  be  reasonably  necessary  to  properly 
examine  an  application  or  treat  a  matter  therein  will  be 
effective  for  any  Office  action  written  on  or  after  the  date  that 
is  sixty  days  after  the  date  of  publication  in  the  Federal 
Register. 

The  inherent  authority  of  the  Office  to  require  applicants  to 
reply  to  requirements  for  information  under  35  U.S.C.  131  and 
132  was  made  explicit  in  §  1.105(a)(1)  to  encourage  its  use  by 
Office  employees  so  that  the  Office  can  perform  the  best 
quahty  examination  possible.  The  authority  is  not  intended  to 
be  used  by  examiners  without  a  reasonable  basis,  but  to 
address  legitimate  concerns  that  may  arise  during  the  exami- 
nation of  an  application  or  consideration  of  some  matter. 

Sections  1.105(a)(l)(i)  through  (a)(l)(vii)  identify  examples  of 
the  types  of  information  that  may  be  required  to  be  submitted. 
Section  1.105(a)(l)(i)  relates  to  the  existence  of  any  particu- 
larly relevant  commercial  database  known  to  any  of  the 
inventors  that  could  be  searched  for  a  particular  aspect  of  the 
invention.  Section  1.105(a)(l)(ii)  relates  to  whether  a  search 
was  made,  and  if  so,  what  was  searched.  Section 
1.105(a)(l)(iii)  relates  to  a  copy  of  any  non-patent  literature, 
published  application,  or  patent  (U.S.  or  foreign),  by  any  of  the 
inventors,  that  relates  to  the  claimed  invention.  Section 
1.105(a)(l)(iv)  relates  to  a  copy  of  any  non-patent  literature, 
published  application,  or  patent  (U.S.  or  foreign)  that  was  used 
to  draft  the  application.  Section  1.105(a)(l)(v)  relates  to  a  copy 
of  any  non-patent  literature,  published  application,  or  patent 
(U.S.  or  foreign)  that  was  used  in  the  invention  process,  such 
as  by  designing  around  or  providing  a  solution  to  accomplish 
an  invention  result.  Section  1.105(a)(l)(vi)  relates  to  identifi- 
cation of  improvements.  Section  1.105(a)(l)(vii)  relates  to 
uses  of  the  claimed  invention  known  to  any  of  the  inventors  at 
the  time  the  application  is  filed  notwithstanding  the  date  of  the 
use.  Knowing  a  particular  use/application  of  an  invention  may 
be  helpful  in  determining  a  field  of  search  for  the  invention. 

Other  examples  where  the  Office  may  require  the  submission 
of  information  are: 

(1)  a  reply  to  a  matter  raised  in  a  protest  under  §  1.291; 

(2)  an  explanation  of  technical  material  in  a  pubUcation, 
such  as  one  of  the  inventor's  publications; 

(3)  the  identification  of  changes  made  in  a  reformatted 
continuing  application  filed  under  §  1.53(b); 
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(4)  a  mark-up  for  a  continuation-in-part  application  showing 
the  new  matter  where  there  is  an  intervening  reference; 

(5)  comments  on  a  new  decision  by  the  Federal  Circuit  that 
appears  on  point; 

(6)  the  publication  date  of  an  undated  document  mentioned 
by  apphcant  which  may  qualify  as  printed  publication  prior  art 
<35  U.S.C.  102(a)  or  (b));  or 

(7)  information  of  record  which  raises  a  question  of  whether 
applicant  derived  the  invention  from  another  under  35  U.S.C. 
102(f). 

The  Office  intends  to  provide  training  for  its  employees  on  the 
appropriate  use  of  §  1.105.  Any  abuse  in  implementation  of  the 
authority,  such  as  a  requirement  for  information  that  is  not  in 
fact  reasonably  necessary  to  properly  examine  the  application, 
may  be  addressed  by  way  of  petition  under  §  1.181. 

Section  1.105  does  not  change  current  Office  practice  in  regard 
to  questions  of  fraud  under  §  1.56,  and  inquiries  from 
examiners  relating  thereto  are  not  authorized.  See  MPEP  2010. 

Section  1.105(a)(2)  provides  that  where  an  assignee  has 
asserted  its  right  to  prosecute  an  apphcation  pursuant  to 
3.71(a),  matters  such  as  §§  1.105(a)(l)(i),  (iii),  and  (vii)  that 
especially  relate  to  the  inventors  may  also  be  applied  to  the 
assignee.  It  is  also  contemplated  that  these  paragraphs  may  be 
applied  to  other  individuals  identified  by  §  1.56(c). 

Section  1.105(a)(3)  provides  a  safety  net  by  specifically 
recognizing  that  where  the  information  required  to  be  submit- 
ted is  unknown  and/or  is  not  readily  available,  a  complete  reply 
to  the  requirement  for  information  would  be  a  statement  to  that 
effect.  There  would  be  no  requirement  for  a  showing  that  in 
fact  the  information  was  unknown  or  not  readily  available  such 
as  by  way  of  disclosing  what  was  done  to  attempt  to  satisfy  the 
requirement  for  information.  Nonetheless,  it  should  be  under- 
stood that  a  good  faith  attempt  must  be  made  to  obtain  the 
information  and  a  reasonable  inquiry  made  once  the  informa- 
tion is  requested  even  though  the  Office  will  not  look  behind 
the  answer  that  the  information  required  to  be  submitted  is 
unknown  and/or  is  not  readily  available.  An  Office  employee 
should  not  continue  to  question  the  scope  of  a  specific  answer 
merely  because  it  is  not  as  complete  as  the  Office  employee 
desires.  (See  Example  below.) 

Example:  In  a  first  action  on  the  merits  of  an  application  with 
an  effective  filing  date  of  May  1,  1999,  the  examiner  notes  the 
submission  of  a  protest  under  §  1.291  relating  to  a  public  sale 
of  the  subject  matter  of  the  invention  and  requests  a  date  of 
publication  for  a  business  circular  authored  by  the  assignee  of 
the  invention,  which  circular  was  submitted  with  the  protest.  It 
is  expected  that  the  attempt  to  reply  to  the  requirement  for 
information  would  involve  contacting  the  assignee  who  would 
then  make  a  good  faith  attempt  to  determine  the  publication 
date  of  the  circular.  The  reply  to  the  requirement  states  that  the 
publication  date  of  the  circular  is  "around  May  1,  1998."  As 
"around  May  1,  1998"  covers  dates  both  prior  and  subsequent 
to  May  1,  1998,  a  prima  facie  case  under  35  U.S.C.  102(b) 
would  not  exist.  The  examiner  cannot  require  that  the  reply  be 
more  specific  or  hold  the  reply  to  be  incomplete  based  on  such 
information.  The  examiner  can,  however,  in  the  next  Office 
action  seek  confirmation  that  this  is  the  most  specific  date  that 
was  obtained  or  can  be  obtained  based  on  a  reasonable  inquiry 
being  made  if  that  is  not  already  clear  from  the  reply  to  the 
initial  requirement  for  information. 

Section  1.105(b)  provides  that  the  requirement  for  information 
may  be  included  in  an  Office  action,  which  includes  a 
restriction  requirement  if  appropriate,  or  can  be  sent  as  a 
separate  letter  independent  of  an  Office  action  on  the  merits, 
such  as  when  the  information  required  is  critical  to  an  issue  or 
issues  that  need  to  be  addressed  in  a  subsequent  Office  action. 
Each  Technology  Center  can  determine  how  best  to  implement 
the  section.  For  example,  a  Technology  Center  having  certain 
technologies  where  pertinent  prior  art  is  highly  likely  to  be 
found  in  a  commercial  data  base  may  choose  to  implement  § 
1.105(a)(l)(i)  routinely  for  those  technologies,  sending  out 
requirements  for  information  either  when  such  applications  are 
first  forwarded  to  the  Technology  Center,  or  at  the  time  they 
are  assigned  to  an  examiner. 

Section  1.105(c)  provides  that  a  reply  to  a  requirement  for 
information  or  failure  to  reply  is  governed  by  §§  1.135  and 
1.136.  Note  the  Example  provided  in  the  discussion  of 
1.105(a)(2). 


Comment  49:  Several  comments  either  oppose  or  strongly 
oppose  the  rule.  Three  comments  argue  that  the  Office  is 
without  statutory  basis  to  support  the  rule  and  in  fact  violates 
35  U.S.C.  103(a)  (patentability  shall  not  be  negatived  by  the 
manner  in  which  the  invention  was  made),  while  two  others 
argue  that  there  is  no  need  for  the  rule  in  view  of  the  Office's 
inherent  authority.  Ail  the  comments  opposing  the  rule  argue 
that  the  rule  imposes  an  unreasonable  burden  on  the  applicants. 
One  comment  argues  that  the  rule  imposes  an  unreasonable 
burden  on  the  examiners  to  prepare  the  request.  Objections  to 
the  rule  include: 

(1)  it  will  slow  the  examination  process  where  applicant  is 
required  to  reply; 

(2)  it  sets  a  standard  of  "reasonably  necessary"  that  is  new 
and  different  from  the  materiality  standard  in  §  1.56; 

(3)  the  information  may  be  protected  by  attorney-client 
privilege; 

(4)  the  information  may  be  voluminous; 

(5)  it  may  be  difficult  to  make  a  good  faith  search  when  large 
corporate  teams  or  foreign  entities  are  involved; 

(6)  new  issues  are  created  in  subsequent  litigation  as  to 
whether  a  good  faith  search  was  made  and  whether  the  duty  of 
candor  was  complied  with,  particularly  if  the  reply  was  that  the 
information  is  unknown  or  not  available;  and 

(7)  it  may  be  used  to  shift  the  burden  of  examination  from 
the  examiner  to  the  applicant. 

There  was  also  a  concern  that  the  Office  did  not  address  any 
mechanism  to  assure  a  uniform  policy  among  the  3,000 
examiners. 

Response:  The  comments  objecting  to  the  new  rule  are  not 
adopted.  The  Office  will,  however,  actively  work  toward 
ensuring  that  examiners  apply  the  rule  uniformly  and  fairly, 
and  the  Office  will  provide  a  petition  remedy  to  achieve  those 
purposes.  As  to  the  specific  burdens  that  the  rule  is  said  to 
create,  it  must  be  kept  in  mind  that  the  rule  is  aimed  at 
resolving  an  issue  that  is  reasonably  necessary  for  the  exam- 
iner to  resolve  for  the  proper  examination  of  the  application. 
The  requirement  for  information  under  §  1.105  thus  cannot  be 
avoided  in  our  system  of  examination  (as  opposed  to  registra- 
tion) and  would  have  been  made  under  the  Office's  inherent 
authority.  Accordingly,  the  authority  set  forth  in  the  rule  is  not 
contrary  to  statute.  The  rule  is  propounded  not  to  create  a  new 
cause  celebre  among  the  bar  but  to  encourage  examiners  to  do 
the  best  examination  possible.  Implementation  of  the  rule  is  no 
different  than  what  other  parts  of  the  examination  process 
create  when  rejections  and  objections  are  made  to  which 
applicants  must  reply.  Each  of  the  claimed  ill  efi'ects  of  §  1. 105 
can  be  equally  charged  against  the  normal  examination  process 
where  a  requirement  under  §  1.105  is  not  an  issue. 

As  to  fears  that  examiners  will  use  such  authority  as  a  fishing 
expedition  or  a  tool  of  harassment  causing  appUcants  extensive 
expenses  to  either  attempt  to  comply  or  challenge  the  need  for 
the  information,  as  noted  above,  the  Office  will  in  its  imple- 
mentation of  the  rule  work  hard  to  minimize  such  problems. 
The  Office  recognizes  that  with  a  large  examining  staff  there 
are  bound  to  be  a  small  number  of  cases  that  need  corrective 
action,  and  the  Office  will  be  sensitive  to  that.  The  Office, 
however,  cannot  hold  itself  hostage  to  fears  that  a  few  of  these 
situations  will  arise  and  force  examination  to  the  lowest 
common  denominator  by  not  permitting  examiners  to  resolve 
issues  that  are  reasonably  necessary  to  be  resolved  for  a  quality 
examination. 

Comment  50:  One  comment  suggested  that  any  Requirement 
for  Information  first  be  reviewed  by  an  SPE  or  Director  in  the 
Technology  Center  before  being  sent. 

Response:  As  the  Office  moves  to  implement  1.105  the 
comment  will  be  evaluated  to  study  its  feasibility. 

Section  1.111:  The  heading  of  1.111  is  amended  to  clarify  that 
it  applies  to  a  reply  by  the  applicant  or  patent  owner  to  a 
non-final  Office  action. 

Section  1.111  is  amended  to  divide  former  1.111(a)  into 
1.111(a)(1)  and  (a)(2).  Section  1.111(a)(1)  is  amended  to:  (1) 
provide  a  reference  to  §  1.104  concerning  the  first  examination 
of  an  apphcation;  and  (2)  move  the  reference  of  §§  1.135  and 
1.136  (for  time  for  reply  to  avoid  abandonment)  from  § 
1.111(c)  to  §  1.111(a). 
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Section  1.111(a)(2)  is  amended  to  provide  that  a  second  (or 
subsequent)  supplemental  reply  will  be  entered  unless  disap- 
proved by  the  Commissioner,  and  that  disapproval  may  occur 
if  the  second  (or  subsequent)  supplemental  reply  unduly 
interferes  with  an  Office  action  being  prepared  in  response  to 
the  previous  reply.  Factors  that  will  be  considered  in  disap- 
proving a  second  (or  subsequent)  supplemental  reply  include: 
the  state  of  preparation  of  the  Office  action  responsive  to  the 
previous  reply  as  of  the  date  of  receipt  by  the  Office  (§  1.6)  of 
the  second  (or  subsequent)  supplemental  reply  (§ 
l.lll(a)(2)(i));  and  the  nature  of  any  changes  to  the  specifica- 
tion or  claims  that  would  result  from  entry  of  the  second  (or 
subsequent)  supplemental  reply  (§  l.lll(a)(2)(ii)). 

Disapproval  of  a  second  or  subsequent  reply  applies  to  replies 
filed  on  or  after  two  months  from  the  date  of  publication  in  the 
Federal  Register. 

Disapproval  of  a  second  (or  subsequent)  supplemental  reply 
will  be  delegated  to  the  appropriate  Technology  Center  Group 
Director  under  MPEP  1002.02(c).  As  most  supplemental  re- 
plies cause  only  a  minor  inconvenience  to  the  Office,  the  Office 
is  not  inclined  to  adopt  a  change  that  would  preclude  the  ability 
to  file  a  second  (or  subsequent)  supplemental  reply  when  such 
is  warranted.  There  are,  however,  some  applicants  who  rou- 
tinely file  supplemental  (or  preliminary,  see  §  1.115)  replies 
that  place  a  significant  burden  on  the  (Dffice  by:  (1)  canceling 
the  pending  claims  and  adding  many  new  claims;  (2)  adding 
numerous  new  claims;  or  (3)  being  filed  approximately  two 
months  from  the  date  the  original  reply  was  filed  (i.e.,  when  the 
examiner  is  likely  to  be  preparing  an  Office  action  responsive 
to  the  original  reply).  These  applicants  also  tend  to  be  those 
having  many  applications  simultaneously  on  file  in  the  Office. 
These  actions  are  calculated  to  interfere  with  the  timely 
examination  of  an  application  and  can  be  particularly  detri- 
mental to  the  Office. 

The  provision  that  the  entry  of  a  second  (or  subsequent) 
supplemental  reply  may  be  disapproved  by  the  Commissioner 
(or  his  or  her  delegate)  gives  the  Office  the  latitude  to  permit 
entry  of  those  second  (or  subsequent)  supplemental  replies  that 
do  not  unduly  interfere  with  the  preparation  of  an  Office  action, 
but  also  gives  the  Office  the  latitude  to  refuse  entry  of  those 
second  (or  subsequent)  replies  that  do  unduly  interfere  with  the 
preparation  of  an  Office  action.  Factors  that  will  be  taken  into 
consideration  when  deciding  whether  to  disapprove  entry  of 
such  a  second  (or  subsequent)  supplemental  reply  include:  (1) 
the  state  of  preparation  of  an  Office  action  responsive  to  the 
initial  or  previous  reply  as  of  the  date  of  receipt  (§  1.6,  which 
does  not  include  §  1.8  certificate  of  mailing  dates)  of  the 
second  (or  subsequent)  supplemental  reply  by  the  Office;  and 
(2)  the  nature  of  the  change  to  the  specification  or  claims  that 
would  result  from  entry  of  the  second  (or  subsequent)  supple- 
mental reply.  That  is,  if  the  examiner  has  devoted  a  significant 
amount  of  time  to  preparing  an  Office  action  before  such  a 
second  (or  subsequent)  supplemental  amendment  is  received, 
and  the  nature  of  the  change  to  the  specification  or  claims  that 
would  result  from  entry  of  the  second  (or  subsequent)  supple- 
mental reply  would  require  significant  additional  time  (see 
examples  below),  it  is  appropriate  for  the  Office  to  disapprove 
entry  of  the  second  (or  subsequent)  supplemental  reply. 

Example  1:  If  the  second  (or  subsequent)  supplemental  reply 
amends  the  pending  claims,  adds  numerous  new  claims,  or 
amends  the  specification  to  change  the  scope  of  the  claims, 
which  the  reply  requires  the  examiner  to  devote  significant 
additional  time  to  prepare  the  Office  action,  the  entry  of  such 
supplemental  reply  may  be  appropriately  disapproved  when 
the  examiner  has  devoted  a  significant  amount  of  time  to 
preparing  an  Office  action  before  such  reply  is  received. 

Example  2:  If  the  second  (or  subsequent)  supplemental  reply 
amends  the  specification  so  that  a  new  matter  issue  is  raised, 
the  entry  of  such  reply  may  be  appropriately  disapproved  when 
the  examiner  has  devoted  a  significant  amount  of  time  to 
preparing  an  Office  action  before  such  reply  is  received. 

Both  conditions  in  §  1.111(a)(2)  must  be  met,  although  it  is  not 
intended  that  the  amount  of  time  required  to  address  the 
changes  amount  to  the  same  period  of  time  already  spent  by 
the  examiner  in  preparing  the  initial  response.  Where  a  second 
(or  subsequent)  supplemental  amendment  merely  cancels 
claims  (as  opposed  to  canceling  claims  and  adding  claims,  or 
simply  adding  claims)(see  below  for  additional  examples),  it  is 


not  appropriate  to  disapprove  entry  of  such  a  second  (or 
subsequent)  supplemental  amendment  even  if  the  examiner  has 
devoted  a  significant  amount  of  time  to  preparing  an  Office 
action  before  such  a  second  (or  subsequent)  supplemental 
amendment  is  filed. 

Example  3:  If  the  second  (or  subsequent)  supplemental  reply 
amends  the  pending  claims  to  alleviate  rejections  under  35 
U.S.C.  112,  ^2,  it  would  not  be  appropriate  to  disapprove  the 
entry  of  such  reply  under  §  1.111(a)(2). 

Example  4:  If  the  second  (or  subsequent)  supplemental  reply 
includes  only  changes  that  were  previously  suggested  by  the 
examiner,  it  may  not  be  appropriate  to  disapprove  the  entry  of 
such  reply  under  §  1.111(a)(2). 

Obviously,  if  a  supplemental  reply  is  received  in  the  Office  (§ 
1.6)  after  the  mail  date  of  the  Office  action  responsive  to  the 
original  (or  supplemental)  reply,  and  it  is  not  responsive  to  that 
Office  action,  the  Office  will  continue  the  current  practice  of 
not  mailing  a  new  Office  action  responsive  to  that  supplemen- 
tal reply,  but  simply  advising  the  applicant  that  the  supplemen- 
tal reply  is  nonresponsive  to  such  Office  action  and  that  a 
responsive  reply  (under  §  1.111  or  §  1.113  as  the  situation  may 
be)  must  be  timely  filed  to  avoid  abandonment.  Put  simply,  the 
mailing  of  an  Office  action  responsive  to  the  original  (or 
supplemental)  reply  will  cut  off  the  applicant's  right  to  have 
any  later-filed  supplemental  reply  considered  by  the  Office. 

Comment  5 1 :  The  proposal  was  widely  opposed.  Supplemental 
filings  are  felt  to  speed  prosecution  and  remove  issues. 
Disapproving  entry  will  cause  unnecessary  work  and  a  repeat 
of  the  filing.  It  was  suggested  that  a  handling  fee  be  imposed 
rather  than  disapproving  entry.  The  proposal  places  an  addi- 
tional administrative  burden  on  examiners  and  Technology 
Center  Group  Directors  in  deciding  appropriateness  of  disap- 
proving entry. 

Response:  The  amendment  is  believed  to  strike  a  reasonable 
balance  between  permitting  an  unlimited  number  of  supple- 
mental replies  to  be  filed:  (1)  prior  to  preparation  of  an  Office 
action  by  the  examiner,  and  (2)  after  preparation  of  an  Office 
action  by  the  examiner  (that  is  not  yet  mailed)  that  do  not 
require  a  significant  amount  of  rework  versus  disapproval  of 
second  or  subsequent  replies  that  unduly  interfere  with  the 
preparation  of  an  Office  action.  The  imposition  of  a  handling 
fee  would  not  prevent  this  type  of  abuse. 

Comment  52:  It  was  argued  that  it  is  fundamentally  unfair  to 
evaluate  the  amount  of  time  an  examiner  has  spent  preparing 
an  Office  action  as  of  the  date  the  second  (or  subsequent) 
supplemental  reply  is  matched  with  the  file  as  was  initially 
proposed.  Applicants  should  not  be  punished  because  of  paper 
handling  problems  in  the  Office. 

Response:  The  comment  has  been  adopted.  The  rule  now 
reflects  that  the  amount  of  preparation  time  devoted  to  an 
Office  action  will  be  evaluated  as  of  the  date  of  receipt  by  the 
Office  of  the  second  (or  subsequent)  supplemental  reply. 

Comment  53:  Clarification  was  requested  as  to  whether  a 
second  supplemental  reply  is  the  third  reply  or  the  second 
reply. 

Response:  The  expression  "second  .  .  .  supplemental  reply"  is 
seen  to  clearly  state  that  only  a  third  (or  subsequent)  reply  will 
be  subject  to  disapproval. 

Comment  54:  One  comment  suggested  that  the  rule  should  set 
forth  a  standard  for  disapproval. 

Response:  The  comment  is  adopted.  The  rule  as  proposed  set 
forth  only  that  second  or  subsequent  replies  will  be  entered 
unless  disapproved.  The  rule  language  has  been  modified  to 
recite  the  factors  that  will  be  used;  that  is,  the  state  of 
preparation  of  the  Office  action,  and  the  nature  of  the  changes. 

Comment  55:  One  comment  objected  to  the  paragraph  (a) 
amendment  where  the  language  was  changed  from  "must  reply 
thereto  and  may  request  reconsideration"  (underlining  added) 
to  "must  reply  thereto  and  request  reconsideration."  It  is  urged 
that  the  Office  should  treat  the  filing  of  a  reply  as  an  implicit 
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request  for  reconsideration  rather  than  require  a  separate 
explicit  statement  and  tlie  Ofiice  should  include  language  to 
that  effect  in  the  rule. 

Response:  The  language  change  is  not  considered  to  be  a 
change  in  practice  but  a  clarification.  Replies  that  appear  to  be 
requests  for  reconsideration  are  treated  as  such  whether  or  not 
there  is  a  specific  statement  requesting  reconsideration.  There 
are,  however,  some  replies  that  state  that  they  are  in  response 
to  an  Office  action,  but  they  do  not  in  fact  represent  a  request 
for  reconsideration  and  are  not  treated  as  such.  For  example, 
the  Office  has  experienced  replies  that  amount  to  incoherent 
ramblings  that  reply  to  an  Office  action  but  provide  no  means 
for  an  examiner  to  determine  upon  what  basis  reconsideration 
is  being  requested  or  that  reconsideration  is  being  requested  for 
any  particular  ground  of  rejection  or  objection,  and  the  reply 
will  not  be  treated  as  a  request  for  reconsideration. 

Section  1.112:  Section  1.112  is  amended  to  provide  a  reference 
to  1.104  concerning  the  first  examination  of  an  application. 
Section  1.112  is  also  amended  to  add  the  phrase  "or  an  appeal 
(§  1.191)  has  been  taken"  to  the  last  sentence.  This  addition  is 
to  clarify  that  once  an  appeal  has  been  taken  in  an  application, 
any  amendment  is  subject  to  the  provisions  of  §§  1.116(b)  and 
(c),  even  if  the  appeal  is  in  reply  to  a  non-final  Office  action. 

Section  1.115:  Section  1.115(a)  provides  that  a  preliminary 
amendment  is  an  amendment  that  is  received  in  the  Office  (§ 
1.6)  on  or  before  the  mail  date  of  the  first  Office  action  under 
§  1.104.  That  is,  an  amendment  received  in  the  Office  (§  1.6) 
after  the  mail  date  of  the  first  Office  action  is  not  a  preliminary 
amendment,  even  if  it  is  nonresponsive  to  the  first  Office  action 
and  seeks  to  amend  the  application  prior  to  the  first  examina- 
tion. 

Section  1.115(b)(1)  provides  that  a  preliminary  amendment 
will  be  entered  unless  disapproved  by  the  Commissioner,  and 
that  disapproval  may  occur  if  the  preliminary  amendment 
unduly  interferes  with  the  preparation  of  a  first  Office  action  in 
an  application.  Factors  that  will  be  considered  in  disapproving 
a  preliminary  amendment  include:  the  state  of  preparation  of  a 
first  Office  action  as  of  the  date  of  receipt  (§  1.6,  which  does 
not  include  §  1.8  certificate  of  mailing  dates)  of  the  preliminary 
amendment  by  the  Office  (paragraph  (b)(l)(i));  and  the  nature 
of  any  changes  to  the  specification  or  claims  that  would  result 
from  entry  of  the  preliminary  amendment  (paragraph 
(b)(l)(ii)).See  the  discussion  for  §  1.111(a)(2). 

Disapproval  of  a  preliminary  amendment  applies  to  applica- 
tions (not  amendments)  filed  on  or  after  two  months  from  the 
date  of  pubUcation  in  the  Federal  Register. 

Section  1.115(b)(2)  provides  that  a  prehminary  amendment 
will  not  be  disapproved  if  it  is  filed  no  later  than:  (1)  three 
months  from  the  fifing  date  of  an  application  under  §  1.53(b); 
(2)  the  filing  date  of  a  continued  prosecution  application  under 
§  1.53(d);  or  (3)  three  months  from  the  date  the  national  stage 
is  entered  as  set  forth  in  §  1.491  in  an  international  appfication. 
Thus,  the  entry  of  a  prehminary  amendment  will  not  be 
disapproved  under  §  1.115(b)(1)  if  it  is  filed  within  one  of  the 
periods  specified  in  §§  1.115(b)(2)(i)  through  (iii).  Neverthe- 
less, if  a  "prehminary"  amendment  is  filed  after  the  mail  date 
of  the  first  Office  action,  it  is  not  a  preliminary  amendment 
under  §  1.115(a).  If  a  ("preliminary")  amendment  is  received 
in  the  Office  (§  1.6)  after  the  mail  date  of  the  first  Office  action 
and  is  not  responsive  to  the  first  Office  action,  the  Office  will 
continue  the  current  practice  of  not  mailing  a  new  Office  action 
responsive  to  that  amendment,  but  simply  advising  the  appli- 
cant that  the  amendment  is  nonresponsive  to  the  first  Office 
action  and  that  a  responsive  reply  must  be  timely  filed  to  avoid 
abandonment.Put  simply,  the  mailing  of  the  first  Office  action 
will  continue  to  cut  off  the  apphcant's  right  to  have  any 
later-filed  prehminary  amendment  considered  by  the  Office, 
even  if  that  amendment  is  filed  within  the  time  periods 
specified  in  §  1.115(b).  See  also  §  1.111. 

Section  1.115(c)  provides  that  the  time  periods  specified  in  § 
1.115(b)(2)  are  not  extendable. 

It  is  expected  that  disapproval  of  a  preliminary  amendment 
filed  outside  the  period  specified  in  §  1.115(b)(2)  will  be 
delegated  to  the  appropriate  Technology  Center  Group  Direc- 
tor under  MPEP  1002.02(c).  The  provision  that  the  entry  of  a 
preliminary  amendment  filed  outside  the  period  specified  in  § 


1.115(b)(2)  may  be  disapproved  by  the  Commissioner  gives 
the  Office  the  latitude  to  permit  entry  of  those  preliminary 
amendments  filed  outside  the  period  specified  in  §  1.115(b)(2) 
that  do  not  unduly  interfere  with  the  preparation  of  an  Office 
action,  but  also  gives  the  Office  the  latitude  to  refuse  entry  of 
those  preliminary  amendments  filed  outside  the  period  speci- 
fied in  §  1.115(b)(2)  that  do  unduly  interfere  with  the  prepa- 
ration of  an  Office  action. 

In  an  application  filed  under  35  U.S.C.  111(a)  and  §  1.53(b)  or 
a  PCT  international  application  entering  the  national  stage 
under  §  1.491,  the  time  periods  specified  in  §  1.115(b)(2) 
should  give  the  applicant  time  between  the  mailing  of  a  filing 
receipt  and  the  mailing  of  a  first  Office  action  to  file  any 
necessary  preliminary  amendment.  CPA  practice  under  § 
1.53(d),  however,  is  designed  to  provide  a  first  Office  action 
sooner  than  if  the  application  had  been  filed  as  a  continuation 
under  §  1.53(b)  (or  under  former  §  1.60  or  §  1.62).  See 
Continued  Prosecution  Application  (CPA)  Practice.  Notice, 
1214  Off.  Gaz.  Pat.  Office  32,  32  (September  8,  1998).  An 
applicant  filing  a  CPA  under  §  1.53(d)  who  needs  time  to 
prepare  a  preliminary  amendment  should  file  a  request  for 
suspension  of  action  under  §  1.103(b)  with  the  CPA  request. 

Comment  56:  The  proposal  was  widely  opposed. 

Response:  See  the  responses  to  comments  relating  to  §  1.111. 

Comment  57:  It  is  believed  that  there  is  adequate  incentive  at 
present  for  filing  preliminary  amendments  as  soon  as  possible 
after  filing  of  the  application. 

Response:  Obviously  if  an  applicant  wishes  an  early  action  on 
the  merits  for  a  newly  filed  application,  submission  of  a 
preliminary  amendment  around  the  time  the  application  is  to 
be  taken  up  for  action  is  not  advisable.  The  Office  has  noticed, 
however,  that  certain  applicants  routinely  submit  prehminary 
amendments  that,  due  to  submission  times  and  content,  cause 
undue  delays  in  the  issuance  of  a  first  Office  action  and  cause 
the  Office  to  needlessly  expend  its  resources,  which  also  affects 
the  preparation  of  Office  actions  for  other  applicants. 

Comment  58:  It  is  suggested  that  a  one-month  grace  period  for 
submission  of  a  preliminary  amendment  be  provided  for  a  CPA 
or  that  apphcants  be  permitted  to  grant  themselves  extensions 
of  time. 

Response:  The  suggestions  were  not  adopted.  The  purpose  of 
CPA  filing  is  for  a  speedy  first  action.  Section  1.103  has  been 
amended  for  applicants  to  request  up  to  a  three-  month 
suspension  of  a  first  Office  action  to  permit  the  fiUng  of  a 
prehminary  amendment.The  ability  for  applicants  to  grant 
themselves  extensions  of  time  would  further  aggravate  the 
problem  of  examiners  preparing  Office  actions  that  would  then 
have  to  be  redone,  or  require  the  Office  to  hold  off  on 
examining  an  application  until  it  could  be  determined  whether 
an  extension  had  been  applied  for. 

Section  1.121:  The  title  to  §  1.121  has  been  amended  to  add  "in 
applications"  to  reinforce  the  fact  that  the  section  is  limited  to 
making  amendments  in  applications,  and  it  does  not  apply  to 
making  amendments  in  reexamination  proceedings.  The  refer- 
ence in  §  1.121(i)  to  reexamination  proceedings  is  only  an 
advisory  reference  to  look  to  1.530. 

Section  1.121  is  amended  to  change  the  manner  of  making 
amendments  in  non-reissue  applications.  Section  1.121  is  also 
completely  rewritten  and  reformatted  to  make  it  easier  to 
understand.  The  new  amendment  practice,  wherein  amend- 
ments to  the  specification  must  be  made  by  the  submission  of 
clean  new  or  replacement  paragraph(s),  section(s),  specifica- 
tion, or  claim(s)  will  essentially  ehminate  (1)  the  need  for  the 
Office  to  enter  changes  to  the  text  of  application  portions  by 
handwriting  in  red  ink,  and  (2)  the  presence  of  hard  to  scan 
brackets  and  underlining  in  amended  claims.  This  will  provide 
a  specification  (including  claims)  in  clean,  or  substantially 
clean,  form  that  can  be  effectively  captured  and  converted  by 
optical  character  recognition  (OCR)  scanning  during  the  patent 
publishing  process.  The  new  practice  also  requires  the  appli- 
cant to  provide  a  marked  up  version  of  the  changed  specifica- 
tion, section(s)  of  specification,  paragraph(s),  or  claim(s), 
using  applicant's  choice  of  a  marking  system  to  indicate  the 
changes,  which  will  aid  the  examiner  in  identifying  the 
changes  that  have  been  made.The  marked  up  version  must  be 
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based  on  the  previous  version  and  indicate  (by  markings)  how 
the  previous  version  has  been  modified  to  produce  the  clean 
replacement  paragraph(s),  section(s),  specification,  or  claim(s) 
submitted  in  the  current  amendment.The  term  "previous  ver- 
sion" means  the  version  of  record  in  the  application  as 
originally  filed  or  from  a  previously  entered  amendment. 
Applicants  will  also  be  able  to  submit  a  clean  set  of  all  pending 
claims.  This  will  also  be  helpful  during  the  patent  printing 
process,  and  should  lead  to  reduced  printing  errors  in  claims  in 
patents. 

Amendments  in  compliance  with  former  §  1.121  will  be 
accepted  until  March  1,  2001. After  that  date,  amendments 
must  comply  with  revised  §  1.121.  It  is  the  intent  of  the  Office 
to  send  out  reminders  of  the  new  manner  of  making  amend- 
ments prior  to  March  1,  2001,  in  the  form  of  flyers  along  with 
correspondence  to  applicants. 

The  change  to  §  1.121  involves  concurrent  changes  to  1.52(b) 
(see  discussion  of  §  1.52(b)(6)),  which  provides  for  the  option 
of  numbering  paragraphs  of  the  specification,  except  for  the 
claims.  If  the  paragraphs  of  the  specification  are  numbered  as 
provided  for  in  §  1.52,  applicant  will  be  able  to  amend  the 
specification  by  merely  submitting  a  replacement  paragraph 
with  the  same  number  containing  the  desired  changes  in  the 
replacement  paragraph. 

As  discussed  above,  the  changes  to  1.121  will  result  in 
relatively  clean  (e.g.,  without  underlining,  bracketing,  or  red 
ink)  application  specifications,  including  claims,  that  can  be 
effectively  OCR  scanned  as  part  of  the  printing  process  in  the 
Office  of  Patent  Publications,  which,  in  turn,  will  result  in  a 
higher  quality  of  printed  patents.  Clean  application  specifica- 
tions, including  claims,  can  more  easily  and  accurately  be 
scanned  and  converted  into  readable  text  by  OCR  in  the  patent 
printing  process.  While  text  marked  with  underlining  and 
bracketing  can  be  scanned,  extra  processing  is  required  to 
delete  the  brackets,  the  text  within  the  brackets,  and  to  correct 
misreading  of  letters  caused  by  the  underlining.  Thus,  using 
clean  replacement  sections,  or  paragraphs,  and  claims  will 
permit  complete  OCR  scanning  that  is  a  faster  and  more 
accurate  method  of  capturing  the  application  for  printing  while 
eliminating  an  extensive  amount  of  key-entry  of  subject  matter. 
This  will  result  in  patents  with  fewer  errors  in  need  of 
correction  by  certificate  of  correction,  which  will  be  a  clear 
benefit  to  patentees  and  also  conserve  Office  resources. 

In  addition  to  submitting  a  replacement  section,  or  paragraph, 
or  claim  to  make  an  amendment,  applicant  is  required  to 
submit  a  marked  up  version  of  the  section,  or  paragraph,  or 
claim  to  show  the  differences  between  the  replacement  and 
either  the  original  or  the  most  recently  filed  and  entered 
version  immediately  prior  to  the  amendment.  The  marked  up 
version  may  be  created  by  any  automated  or  manually  entered 
method  applicant  chooses,  such  as  underlining  and  bracketing, 
redlining,  or  by  any  system  designed  to  provide  text  compari- 
son. Where  a  paragraph  or  a  claim  has  been  added  or  deleted, 
a  marked  up  version  is  not  required.  If  a  marked  up  version  is 
otherwise  supplied,  however,  any  added  or  deleted  paragraph 
or  claim  should  be  identified  with  a  statement,  such  as,  "The 
paragraph  beginning  at  page  6,  line  3,  has  been  deleted."  The 
size  of  the  marked  up  version,  and  the  burden  associated  with 
its  preparation,  will  be  minimized,  while  still  retaining  the 
requirement  to  show  changes  involving  any  paragraph  or  claim 
that  would  otherwise  be  difficult  to  ascertain. 

Section  1.121(b)  now  provides  for  amending  application 
specifications  by  replacing  §§  1.121(a)(1)  through  (a)(6)  of  the 
former  rule  with  new  §§  1.121(b)  through  (g),  which  treat  the 
manner  of  making  amendments  in  applications  other  than 
reissue  applications.  Section  1.121(h)  relates  to  amendments  in 
reissue  apphcations,  and  it  references  §  1.173,  where  the 
provisions  for  making  amendments  in  reissue  applications 
have  been  transferred  from  former  paragraph  (b)  of  this 
section.  Section  1.121(i)  relates  to  amendments  in  reexamina- 
tion proceedings  and  it  references  1.530,  a  reference  to 
1.530(d)  being  in  former  §  1.121(c).  Section  1.121(i)  provides 
for  amendments  made  in  provisional  applications. 

Section  1.121(b)(1)  provides  procedures  to  delete,  replace,  or 
add  a  paragraph  to  the  specification  of  an  application.  Section 
1.121(b)(1)  does  not  apply  to  amendments  to  materials  sub- 
mitted under  §§  1.96  and  1.825.  §  1.121(b)(l)(i)  requires  an 
instruction  to  unambiguously  identify  the  location  of  the 


amendment.  If  a  paragraph  is  to  be  replaced  by  one  or  more 
paragraphs,  the  instruction  should  unambiguously  identify  the 
paragraph  to  be  replaced  either  by  paragraph  number,  page  and 
line,  or  any  other  unambiguous  method,  and  be  accompanied 
by  the  replacement  paragraph(s)  in  clean  form. 

Where  paragraph  numbering  has  been  included  in  an  applica- 
tion as  provided  in  §  1.52(b)(6),  applicants  can  easily  refer  to 
a  specific  paragraph  by  number  when  presenting  an  amend- 
ment. If  a  numbered  paragraph  is  to  be  replaced  by  a  single 
paragraph,  the  added  replacement  paragraph  should  be  num- 
bered with  the  same  number  as  the  paragraph  being  replaced. 
Where  more  than  one  paragraph  is  to  replace  a  single  original 
paragraph,  the  added  paragraphs  should  be  numbered  using  the 
number  of  the  original  paragraph  for  the  first  replacement 
paragraph,  followed  by  increasing  decimal  numbers  for  the 
second  and  subsequent  added  paragraphs,  Le,,  original  para- 
graph [0071]  has  been  replaced  with  paragraphs  [0071], 
[0071.1],  and  [0071.2].  If  a  numbered  paragraph  is  deleted,  the 
numbering  of  subsequent  paragraphs  should  remain  un- 
changed. 

Section  1.121(b)(l)(ii)  requires  that  the  replacement  or  added 
paragraph(s)  be  in  clean  form.  This  means  that  the  added  or 
replacement  paragraph(s)  must  not  include  any  markings  to 
indicate  the  changes  that  have  been  made.  Section 
1.121(b)(l)(iii)  requires  a  separate  version  of  the  replacement 
paragraph(s)  to  accompany  the  amendment.  The  separate 
version  must  include  each  replacement  paragraph  with  mark- 
ings to  show  the  changes  relative  to  the  previous  version  as  an 
aid  to  the  examiner.  A  marked  up  version,  however,  does  not 
have  to  be  supplied  for  any  added  paragraph(s)  or  any  deleted 
paragraph(s),  as  it  is  sufficient  to  merely  indicate  or  identify 
any  paragraph  which  has  been  added  or  deleted. 

Section  1.121(b)(2)  permits  applicants  to  amend  the  specifica- 
tion by  replacement  sections  (e.g.,  as  provided  in  §§  1.77(b), 
1.154(b),  or  §  1.163(c)).  As  with  replacement  paragraphs,  the 
amended  version  of  a  replacement  section  is  required  to  be 
provided  in  clean  form,  that  is,  without  any  markings  to  show 
the  changes  which  have  been  made.  A  separate  marked  up 
version  showing  the  changes  in  the  section  relative  to  the 
previous  version  must  accompany  the  actual  amendment  as  an 
aid  to  the  examiner. 

Section  1.121(b)(3)  also  permits  applicants  to  amend  the 
specification  by  submitting  a  substitute  specification,  provided 
the  requirements  of  §  1.125(b)  are  met.  An  accompanying 
separate  marked  up  version  showing  the  changes  in  the 
specification  relative  to  the  previous  version  is  also  required. 

Section  1.121(b)(4)  requires  that  matter  deleted  by  amendment 
pursuant  to  any  of  the  earlier  sections  of  §  1.121  can  only  be 
reinstated  by  a  subsequent  amendment  presenting  the  previ- 
ously deleted  subject  matter.  A  direction  by  applicant  to  simply 
remove  a  previously  entered  amendment  will  not  be  permitted. 

Section  1.121(c)(1)  requires  that  all  amendments  to  a  claim  be 
presented  in  the  form  of  a  rewritten  claim.  Any  rewriting  of  a 
claim  will  be  construed  as  a  direction  to  cancel  the  previous 
version  of  the  claim.  See  In  re  Byers,  230  F.2d  451,  455,  109 
USPQ  53,  55  (CCPA  1956)  (amendment  of  a  claim  by 
inclusion  of  an  additional  limitation  had  exactly  the  same 
effect  as  if  the  claim  as  originally  presented  had  been  cancelled 
and  replaced  by  a  new  claim  including  that  limitation).  Section 
1.121(c)(l)(i)  requires  that  any  rewritten  or  newly  added  claim 
be  submitted  in  clean  form,  that  is,  with  no  markings  to 
indicate  the  changes  that  have  been  made.  A  parenthetical 
expression  should  follow  the  claim  number  indicating  the 
status  of  the  claim  as  amended  or  newly  added,  e.g., 
"amended,"  "twice  amended,"  or  "new."  Section 
1.121(c)(l)(ii)  requires  that  a  marked  up  version  of  any 
amended  claim  be  submitted,  including  a  parenthetical  expres- 
sion "amended,"  "twice  amended,"  etc.,  that  should  follow  the 
claim  number,  on  pages  separate  from  the  amendment,  to  show 
the  changes  that  have  been  made  by  way  of  brackets  (for 
deleted  matter)  and  underlining  (for  added  matter),  or  by  any 
other  suitable  method  of  comparison.  This  will  assist  the 
examiner  in  the  examination  process.  The  parenthetical  expres- 
sion "amended,"  "twice  amended,"  etc.  should  be  the  same  for 
both  the  clean  version  of  the  claim  under  §  1.121(c)(l)(i)  and 
the  marked  up  version  under  this  paragraph.  A  marked  up 
version  does  not  have  to  be  supplied  for  any  added  claims  or 
any  canceled  claims.  If  a  marked  up  version  is  supplied  to 
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show  changes  made  to  amended  claims,  however,  applicant 
should  identify  (in  the  marked  up  version)  any  added  or 
canceled  claims  with  a  statement,  such  as,  "Claim  6  has  been 
canceled." 

Section  1.121(c)(2)  requires  that  a  cancelled  claim  can  be 
reinstated  only  by  a  subsequent  amendment  presenting  the 
claim  as  a  new  claim  with  a  new  claim  number. 

Section  1.121(c)(3)  provides  for  the  optional  submission  of  a 
clean  version  (with  no  markings)  of  all  of  the  pending  claims 
in  one  amendment  paper.  The  provisions  under  §  1.121(c)(l)(i) 
of  this  section  provide  for  only  the  submission  of  newly  added 
or  amended  claims  in  clean  form  and  compliance  with  this 
section  is  required  by  March  1,  2001.  During  the  transition 
phase,  there  will  be  a  large  number  of  pending  applications 
having  claims  with  underUning  and  bracketing  (from  amend- 
ments made  prior  to  the  effective  date  of  the  rule  change)  and 
claims  in  clean  form  (from  amendments  made  after  the 
effective  date  of  the  rule  change)  in  the  pending  claim  set. 
Applicants  may  wish  to  consolidate  all  previous  versions  of 
pending  claims  from  a  series  of  separate  amendment  papers 
into  a  single  clean  version  in  a  single  amendment  paper. 
Providing  this  consohdation  of  claims  in  the  file  will  be 
beneficial  to  both  the  Office  and  the  applicant  for  patent 
printing  purposes.  When  rewriting  a  claim  in  the  clean  set,  the 
parenthetical  expression,  if  any,  from  the  claim  to  be  rewritten 
should  not  be  repeated  in  the  clean  set.Thus,  the  only  time  a 
parenthetical  expression  should  appear  in  the  clean  set  is  when 
a  claim  is  being  amended. 

Entry  of  an  entire  clean  claim  set  is  subject  to  the  provisions  of 
§§  1.116(b)  and  1.312.For  example,  after  receipt  of  a  notice  of 
allowance,  applicant  may  wish  to  submit  an  entire  clean  set  of 
claims  under  §  1.312,  making  no  changes,  to  make  publication 
of  the  patent  as  accurate  as  possible.  This  type  of  amendment 
will  be  entered.  Where,  however,  an  amendment  is  submitted 
under  either  §  1.116  or  §  1.312  which  contains  an  entire  clean 
set  of  claims,  some  of  which  may  be  amended,  the  examiner 
may  choose  not  to  enter  the  amendment  pursuant  to  the 
provisions  of  §  1.116  or  §  1.312. 

The  submission  of  a  clean  version  of  all  the  pending  claims 
shall  be  construed  as  directing  the  cancellation  of  all  previous 
versions  of  any  pending  claims.  A  marked  up  version  would 
only  be  needed  for  claims  being  changed  by  the  current 
amendment  (see  §  1.121(c)(l)(ii)).  Any  claim  not  accompanied 
by  a  marked  up  version  will  constitute  an  assertion  that  it  has 
not  been  modified  relative  to  the  immediate  prior  version. 
Thus,  if  applicant  is  not  making  any  amendments  to  the  claims, 
but  is  merely  presenting  all  pending  claims  in  clean  form, 
without  any  underlining  or  bracketing,  a  marked  up  version 
should  not  also  be  submitted.  The  examiner  has  no  responsi- 
bility or  burden  to  ensure  the  accuracy  of  applicant's  claim 
rewriting. 

Section  1.121(d)  is  amended  to  clarify  the  requirements  for 
amending  figures  of  drawings  in  an  application.  A  marked  up 
copy  showing  changes  in  red  must  be  filed  for  approval  by  the 
examiner.  Upon  approval  by  the  examiner,  new  drawings  in 
compliance  with  §  1.84  must  be  filed. 

Sections  1.121(e)  and  (f)  correspond  to  §§  1.121(a)(5)  and 
(a)(6)  of  the  former  rule  and  now  include  section  titles. 

Section  1.121(g)  permits  the  Office  to  make  amendments  to  the 
specification,  including  the  claims,  by  examiner's  amendments 
without  paragraph/section/claim  replacement  in  the  interest  of 
expediting  prosecution  and  reducing  cycle  time.  Additions  or 
deletions  of  subject  matter  in  the  specification,  including  the 
claims,  may  be  made  by  instructions  to  make  the  change  at  a 
precise  location  in  the  specification  or  the  claims.  The  exam- 
iner's amendment  can  be  created  by  the  examiner  from  a 
facsimile  transmission  or  e-mailed  amendment  received  by  the 
examiner  and  referenced  in  the  examiner's  amendment  and 
attached  thereto.  Any  subject  matter,  in  clean  version  form,  to 
be  added  to  the  specification/claims  should  be  set  forth 
separately  by  applicant/practitioner  in  the  e-mail  or  facsimile 
submission  apart  from  the  remainder  of  the  submission.  Only 
that  portion  of  an  e-mail  or  facsimile  directed  to  a  clean 
version  of  the  subject  matter  to  be  added  should  be  copied  and 
attached  to  the  examiner's  amendment.  A  paper  copy  of  the 
entire  e-mail  or  facsimile  submission  should  be  entered  in  the 
file.  Examiners  would  not  be  required  to  electronically  save 


any  e-mails  once  any  e-mails  or  attachments  thereto  were 
printed  and  became  part  of  an  application  file  record.  The 
e-mail  practice  that  is  an  exception  for  examiner's  amendments 
is  restricted  to  e-mails  to  the  examiner  from  the  attorney/ 
applicant  and  should  not  be  generated  by  the  examiner  to  the 
attorney/applicant  unless  such  e-mails  are  in  compliance  with 
all  of  the  requirements  set  out  in  MPEP  502.03. 

Comment  59:  Many  of  the  comments  received  were  opposed 
to  the  proposed  change  in  amendment  practice  which  would 
require  usage  of  numbered  paragraphs. 

Response:  In  view  of  the  objections  to  requiring  numbered 
paragraphs,  revised  §  1.121(b)(l)(i)  merely  provides  for  the 
optional  use  of  numbered  paragraphs.  Further,  §  1.121(b)(l)(i) 
does  not  require  amendment  via  substitute  specification  if 
numbered  paragraphs  are  not  used.  Revised  §  1.121(b)(l)(i) 
provides  that  applicants  may  submit  amended  replacement  or 
new  paragraphs  if  a  specific  location  in  the  specification  is 
identified. 

Comment  60:  A  concern  was  raised  in  a  number  of  comments 
that  replacement  paragraphs  would  make  the  identification  of 
changes  more  obscure  than  the  present  system  of  using 
bracketing  and  underlining,  would  place  an  extra  burden  on 
practitioners  and  their  staffs,  and  would  work  against  reducing 
paper  submissions  if  applicants  were  required  to  submit 
marked  up  copies  of  the  desired  changes. 

Response:  The  comments  have  not  been  adopted.  The  replace- 
ment paragraph  requirement,  as  well  as  the  rewritten  claim 
requirement,  are  both  necessary  to  facilitate  the  publication  of 
patents  more  expeditiously  and  with  fewer  errors.  The  Office's 
goal  is  to  eliminate  the  use  of  red  ink  and  bracketing/ 
underlining  in  the  amendment  of  patent  applications,  because 
OCR  scanning  techniques  now  employed  in  the  preparation  of 
patents  for  publication  can  best  accommodate  "clean  form" 
insertions  of  amended  subject  matter.  The  submission  of 
marked  up  versions  may,  for  a  time,  increase  file  size  but  will 
provide  the  examiner  with  an  easy  way  to  compare  the  most 
recent  amendments  with  earlier  versions  in  the  appUcation 
files.  While  it  may  be  possible  for  examiners  to  compare  the 
clean  version  with  the  previous  version  in  order  to  detect 
changes,  in  the  interest  of  reduced  cycle  time,  a  review  of  a 
marked  up  version  of  an  amendment  to  show  the  changes  that 
have  been  made,  is  still  a  very  effective  and  useful  tool  to  the 
examiner  during  the  examination  process.  Sections 
1.121(b)(l)(3)  and  (c)(l)(ii),  however,  do  not  require  that 
marked  up  versions  of  added  or  new  claims,  or  paragraphs,  be 
supplied  so  the  size  of  the  marked  up  version,  and  the  burden 
on  the  practitioner  to  prepare  the  marked  up  version,  should  be 
minimized.  The  new  requirements  provide  the  needed  com- 
parative basis  (for  paper  copies)  during  the  transition  phase 
into  an  electronic  file  wrapper  (EFW)  environment. 

Comment  61:  Several  comments  suggested  identifying  the 
replacement  paragraphs  by  page  number  and  fine  number  or 
through  the  use  of  replacement  pages. 

Response:  The  changes  to  §  1.121  are  intended,  in  part,  to 
serve  the  Office  and  its  customers  during  a  transition  into  an 
electronic  file  wrapper  (EFW)  environment. Accordingly,  total 
paragraph  replacement  will  most  effectively  achieve  the  de- 
sired results.  The  suggestion  to  permit  identification  of  para- 
graphs by  any  unambiguous  method  (e^,  paragraph  beginning 
at  identified  page  number  and  fine  number)  is  reasonable,  and 
it  wiU  be  permitted  in  §  1.121(b)(l)(i).  The  suggestion  to 
permit  use  of  replacement  pages,  however,  will  not  be  adopted 
as  it  will  not  be  practical  in  an  EFW  environment. 

Comment  62:  One  comment  suggested  that  the  instruction  to 
present  all  amendments  to  claims  as  rewritten  claims  is  likely 
to  be  understood  by  most  practitioners  as  requiring  the 
indication  of  insertions  and  deletions,  and  not  as  a  requirement 
to  submit  a  clean  version  of  the  amended  claim.  This  might 
encourage  applicants  to  submit  a  new  schedule  of  amended 
claims  in  the  form  of  new  renumbered  claims,  thereby  avoid- 
ing the  requirement  for  both  a  clean  version  and  a  marked  up 
version  of  pending  claims. 

Response:  The  requirement  of  the  rule  to  provide  a  clean 
version  along  with  a  marked  up  version  is  not  ambiguous.  The 
intent  of  the  change  is  twofold:  (1)  to  provide  a  clean  version 
for   scanning   purposes   in   the   publication  process   with   a 
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concomitant  reduction  in  the  number  of  processing  errors;  and 
(2)  to  provide  an  aid  to  the  examiner  in  the  examination 
process  by  way  of  a  marked  up  version  indicating  changes 
from  the  previous  version  of  the  claim.  While  circumventing 
the  intent  of  the  rule  may  be  possible,  it  seems  to  be  in  the  best 
interest  of  applicants,  as  true  partners  in  the  examination 
process,  to  assist  the  examination  process  wherever  possible. 
Providing  a  marked  up  version,  in  today's  environment  of 
easy-to-use  software  to  accomplish  this  result,  is  not  antici- 
pated to  be  that  burdensome  to  applicants. 

Comment  63:  One  comment  suggested  that  the  requirement  for 
replacement  paragraphs/claims  not  be  made  applicable  to 
examiner  amendment  practice  in  order  to  encourage  amend- 
ments that  expedite  prosecution. 

Response:  This  suggestion  has  been  adopted  with  the  inclusion 
of  an  exception  for  examiners  when  preparing  examiner's 
amendments.  Examiners  will  not  be  required  to  rewrite  para- 
graphs of  the  specification  or  claims  in  an  examiner's  amend- 
ment when  preparing  an  application  for  allowance,  nor  will  a 
marked  up  version  be  required. 

Comment  64:  One  comment  questioned  whether  applicants 
could  present  in  a  single  paper,  a  clean  version  of  all  of  the 
pending  claims  in  the  application. 

Response:  In  view  of  the  fact  that  many  pending  applications 
will  include  amendments  made  prior  to  the  effective  date  of  the 
rule  change  as  well  as  amendments  made  subsequent  to  the 
effective  date  of  the  rule  change,  the  suggestion  that  all  of  the 
claims  be  re-presented  in  a  single  paper  in  clean  form  is 
reasonable  and  will  be  permitted  in  the  final  rule  as  an  option. 
See  §  1.121(c)(3).  No  accompanying  marked  up  version  will 
be  necessary,  unless  the  paper  being  submitted  also  includes 
amendments  to  some  of  the  claims.  In  that  case,  a  marked  up 
version  of  only  the  claims  being  amended  in  the  current  paper 
will  be  required.  It  will  be  understood  by  the  Office  that  any 
claims  not  accompanied  by  a  marked  up  version  will  constitute 
an  assertion  that  they  have  not  been  changed  relative  to  the 
immediate  prior  version. 

Section  1.125:  Section  1.125(b)(2)  is  amended  to  require  that 
all  the  changes  to  the  specification  (rather  than  simply  all 
additions  and  deletions)  be  shown  in  a  marked  up  version,  with 
the  term  "version"  being  substituted  for  the  tenn  "copy"  to 
avoid  any  confusion  as  to  what  is  supposed  to  be  supplied. 
Section  1.125(b)(2)  is  also  amended  to  provide  that  numbering 
the  paragraphs  of  the  specification  of  record  is  not  considered 
a  change  that  must  be  shown.  Thus,  the  marked  up  version  of 
the  substitute  specification  need  not  show  the  numbering  of  the 
paragraphs  of  the  specification  of  record,  and  no  marked  up 
version  of  the  substitute  specification  is  required  if  the  only 
change  is  numbering  of  the  paiagraphs  of  the  specification  of 
record.  Section  1.125(c)  is  amended  to  encourage  that  the 
paragraphs  of  any  substitute  specification  be  numbered  in  a 
manner  consistent  with  §  1.52(b)(6). 

Section  1.131:  The  heading  of  §  1.131  is  amended  to  clarify 
that  it  applies  to  overcoming  other  activities  in  addition  to  cited 
patents  or  publication  (by  deletion  of  the  recitation  to  only  a 
cited  patent  or  publication).  Section  1.131(a)  is  also  amended 
for  simplicity. 

Section  1.131(a)  is  specifically  amended  to  provide  that  when 
any  claim  of  an  application  or  a  patent  under  reexamination  is 
rejected,  the  inventor  of  the  subject  matter  of  the  rejected 
claim,  the  owner  of  the  patent  under  reexamination,  or  a  party 
qualified  under  §§  1.42,  1.43,  or  1.47  may  submit  an  appro- 
priate oath  or  declaration  to  establish  invention  of  the  subject 
matter  of  the  rejected  claim  prior  to  the  effective  date  of  the 
reference  or  activity  on  which  the  rejection  is  based.  Section 
1.131(a)  is  amended  to  eliminate  the  provisions  that  specify 
which  bases  for  rejection  must  be  applicable  for  §  1.131  to 
apply.  Instead,  the  approach  is  that  §  1.131  is  applicable  to 
overcome  a  rejection  unless  the  rejection  is  based  upon  a  U.S. 
patent  to  another  or  others  which  claims  the  same  patentable 
invention  as  defined  in  §1.601(n)  (§  1.131(a)(1))  or  a  statutory 
bar.  This  avoids  the  situation  in  which  the  basis  for  rejection  is 
not  a  statutory  bar  (under  35  U.S.C.  102(a)  based  upon  prior 
use  by  others  in  the  United  States)  and  should  be  capable  of 
being  antedated,  but  the  rejection  is  not  specified  as  a  basis  for 
rejection  that  must  be  applicable  for  §  1.131  to  apply. 


Affidavits  under  §  1.131  to  overcome  rejections  based  on  prior 
knowledge  or  use  under  35  U.S.C.  102(a)  are  effective  on  the 
date  of  publication  in  the  Federal  Register  for  all  pending 
applications  where  such  issue  needs  to  be  addressed  (to  include 
appropriately  filed  requests  for  reconsideration). 

Section  1.131(a)  is  also  amended  to  provide  that  the  effective 
date  of  a  U.S.  patent  is  the  date  that  such  U.S.  patent  is 
effective  as  a  reference  under  35  U.S.C.  102(e).MPEP  2136.03 
provides  a  general  discussion  of  the  date  a  U.S.  patent  is 
effective  as  a  reference  under  35  U.S.C.  102(e).  Finally,  § 
1.131(a)  is  amended  to  provide  that  prior  invention  may  not  be 
established  under  §  1.131  if  either:  (1)  the  rejection  is  based 
upon  a  U.S.  patent  to  another  or  others  which  claims  the  same 
patentable  invention  as  defined  in  §  1.601(n);  or  (2)  the 
rejection  is  based  upon  a  statutory  bar. 

Section  1.132:  Section  §  1.132  is  amended  to  eliminate  the 
provisions  that  specify  which  bases  for  rejection  must  be 
applicable  for  §  1.132  to  apply.  Instead,  the  approach  is  that 
1.132  is  applicable  to  overcome  a  rejection  unless  the  rejection 
is  based  upon  a  U.S.  patent  to  another  or  others  that  claims  the 
same  patentable  invention  as  defined  in  §  1.601(n).  Section 
1.132  is  specifically  amended  to  state  that:  (1)  when  any  claim 
of  an  application  or  a  patent  under  reexamination  is  rejected  or 
objected  to,  an  oath  or  declaration  may  be  submitted  to  traverse 
the  rejection  or  objection:  and  (2)  an  oath  or  declaration  may 
not  be  submitted  under  this  section  to  traverse  a  rejection  if  the 
rejection  is  based  upon  a  U.S.  patent  to  another  or  others  that 
claims  the  same  patentable  invention  as  defined  in  §  1.601(n). 

Affidavits  under  §  1 . 1 32  to  overcome  rejections  based  on  prior 
knowledge  or  use  under  35  U.S.C.  102(a)  are  effective  on  the 
date  of  publication  in  the  Federal  Register  for  all  pending 
applications  where  such  issue  needs  to  be  addressed  (to  include 
appropriately  filed  requests  for  reconsideration). 

Sections  1.131  and  1.132  are  procedural  in  nature  providing 
mechanisms  for  the  submission  of  evidence  to  antedate  or 
otherwise  traverse  a  rejection;  however,  they  do  not  address  the 
substantive  effect  of  the  submission  of  such  evidence  on  the 
objection  or  rejection  at  issue.  See,  e.g..  In  re  Zletz,  893  F.2d 
319,  322-23,  13  USPQ2d  1320,  1322-23  (Fed.  Cir.  1989)(§ 
1.131  provides  an  ex  parte  mechanism  whereby  a  patent 
applicant  may  antedate  subject  matter  in  a  reference);  Newell 
Cos.  V.  Kenney  Mfg..  864  F2d  757,  768-  69,  9  USPQ2d  1417, 
1426-27  (Fed.  Cir.  1988)  (the  mere  submission  of  evidence 
under  1.132  does  not  mandate  a  conclusion  of  patentability). 
An  applicant's  compliance  with  §§  1.131  or  1.132  means  that 
the  applicant  is  entitled  to  have  the  evidence  considered  in 
determining  the  patentability  of  the  claim(s)  at  issue.  It  does 
not  mean  that  the  applicant  is  entitled  as  a  matter  of  right  to 
have  the  rejection  of  or  objection  to  the  claim(s)  withdrawn. 

Section  1.133:  Section  1.133(a)  is  amended  to  create  §§ 
1.133(a)(1)  through  (a)(3).  Section  1.133(a)(1)  provides  that 
interviews  must  be  conducted  on  "Office  premises"  (rather 
than  "in  the  examiner's  rooms").  The  purpose  of  this  change  is 
to  account  for  interviews  conducted  in  conference  rooms  or  by 
video  conference. 

Section  1.133(a)(2)  is  amended  to  conform  to  the  practice  in 
MPEP  713.02  (of  ordinarily)  providing  for  an  interview 
relating  to  patentability  of  a  pending  application  where  the 
application  is  a  continuing  or  substitute  application.  The 
paragraph  is  also  amended  by  changing  interview  to  the 
singular  to  clarify  that  ordinarily  a  single  interview  prior  to 
first  Office  action  is  permitted  in  a  continuing  or  substitute 
application. 

Comment  65:  One  comment  urged  that  interviews  be  allowed 
in  a  CPA  prior  to  a  first  Office  action. 

Response:  The  comment  has  been  adopted  in  a  broader  manner 
to  apply  to  all  continuations  and  substitute  applications  that 
conform  to  practice  set  forth  in  the  MPEP. 

Section_L136:  Section  1.136(c)  is  added  to  provide  that  if  an 
applicant  is  notified  in  a  "Notice  of  Allowability"  that  an 
application  is  otherwise  in  condition  for  allowance,  the  follow- 
ing time  periods  are  not  extendable  if  set  in  the  "Notice  of 
Allowability"  or  in  an  Office  action  having  a  mail  date  on  or 
after  the  mail  date  of  the  "Notice  of  Allowability":(l)  the 
period  for  submitting  an  oath  or  declaration  in  compliance  with 
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§  1.63;  and  (2)  the  period  for  submitting  formal  drawings  set 
under  §  1.85(c).  It  had  also  been  proposed  to  add  a  third  item: 
the  period  for  making  a  deposit  that  is  set  under  § 
1.809(c).This  portion  has  been  held  in  abeyance  in  view  of  § 
4805  of  the  "American  Inventor's  Protection  Act  of  1999." 
Section  4805(c)  requires  that  in  drafting  regulations  affecting 
biological  deposits  (including  any  modification  of  title  37, 
Code  of  Federal  Regulations,  §  1.801  et  seq.),  the  Office  shall 
consider  the  recommendations  of  a  study  that  is  mandated 
under  that  section.  Any  change  relating  to  time  periods  for 
deposits  after  mailing  of  the  "Notice  of  Allowability"  will  be 
postponed  until  the  study  is  completed. See  also  the  change  that 
was  proposed  to  §  1.809. 

Elimination  of  the  §  1.1 36  (and  §  1 .85(c))  extension  of  time  for 
filing  corrected  or  formal  drawings  apphes  only  where  a 
Notice  of  Allowabihty  requiring  the  corrected  or  formal 
drawing  has  been  mailed  on  or  after  sixty  days  after  publica- 
tion in  the  Federal  Register. 

Section  1.137:  Section  1.137(c)  is  amended  to  provide  that  any 
petition  under  1.137  in  either  a  utility  or  plant  appUcation  filed 
before  June  8,  1995,  must  be  accompanied  by  a  terminal 
disclaimer  and  fee  as  set  forth  in  1.321  dedicating  to  the  public 
a  terminal  part  of  the  term  of  any  patent  granted  equivalent  to 
the  lesser  of:  (1)  the  period  of  abandonment  of  the  application; 
or  (2)  the  period  extending  beyond  twenty  years  from  the  date 
on  which  the  application  for  the  patent  was  filed  in  the  United 
States  or,  if  the  application  contains  a  specific  reference  to  an 
earlier  filed  application(s)  under  35  U.S.C.  120,  121,  or  365(c), 
from  the  date  on  which  the  earhest  such  application  was  filed. 
This  change  will  further  harmonize  effective  treatment  under 
the  patent  term  provisions  of  35  U.S.C.  154(b)  and  (c)  of  utility 
and  plant  apphcations  filed  before  June  8,  1995,  with  utility 
and  plant  applications  filed  on  or  after  June  8,  1995.  Section 
1.137(c)  also  provides  that  its  terminal  disclaimer  requirement 
does  not  apply  to  applications  for  which  revival  is  sought 
solely  for  purposes  of  copendency  with  a  utility  or  plant 
application  filed  on  or  after  June  8,  1995,  or  to  lapsed  patents. 

The  amendments  to  revivals  under  §  1.137  is  effective  on  the 
date  of  pubhcation  in  the  Federal  Register. 

When  a  terminal  disclaimer  (under  §  1.137(c))  is  filed  with  a 
petition  under  §  1.137  to  revive  an  abandoned  application,  the 
Office  currently  indicates  the  period  disclaimed  in  the  decision 
granting  such  petition.  The  Office,  however,  cannot  determine 
(at  the  time  a  petition  to  revive  is  granted)  the  period 
disclaimed  under  revised  §  1.137(c)  (i.e.,  which  period  is 
lesser:  the  period  of  abandonment  of  the  application,  or  the 
period  extending  beyond  twenty  years  from  the  date  on  which 
the  application  for  the  patent  was  filed  in  the  United  States  or, 
if  the  application  contains  a  specific  reference  to  an  earlier  filed 
application(s)  under  35  U.S.C.  120,  121,  or  365(c),  from  the 
date  on  which  the  earliest  such  application  was  filed).  There- 
fore, the  Office  will  discontinue  indicating  the  period  dis- 
claimed under  §  1.137(c)  in  its  decision  granting  a  petition 
under  §  1.137  to  revive  an  abandoned  application. 

The  period  of  abandonment  is  the  number  of  days  between  the 
date  of  abandonment  and  the  mailing  date  of  the  decision 
reviving  the  abandoned  application.  MPEP  710.01(a)  provides 
an  explanation  of  how  the  date  of  abandonment  is  determined. 
The  date  that  is  twenty  years  from  the  date  on  which  the 
application  for  the  patent  was  filed  in  the  United  States  or,  if 
the  application  contains  a  specific  reference  to  an  earlier  filed 
application(s)  under  35  U.S.C.  120,  121,  or  365(c),  from  the 
date  on  which  the  earliest  such  application  was  filed,  should  be 
ascertainable  from  the  filing  date  and  continuity  information 
provided  on  the  front  page  of  the  patent.  The  period  extending 
beyond  that  date  is  the  number  of  days  between  that  date  and 
the  day  that  is  seventeen  years  from  the  date  of  grant  of  the 
patent.  The  period  disclaimed  is  the  lesser  of  these  two  periods. 

Section  1.138:  Section  1.138  is  amended  to  create  §§  1.138(a) 
and  (b),  and  to  clarify  the  signature  requirement  for  a  letter  (or 
written  declaration)  of  express  abandonment.  Section  1.138(a) 
provides  that:  (1)  an  application  may  be  expressly  abandoned 
by  filing  in  the  United  States  Patent  and  Trademark  Office  a 
written  declaration  of  abandonment  identifying  the  applica- 
tion; and  (2)  express  abandonment  of  the  application  may  not 
be  recognized  by  the  Office  unless  it  is  actually  received  by 
appropriate  officials  in  time  to  act  before  the  date  of  issue. 
Section  1.138(b)  also  provides  that  a  written  declaration  of 


abandonment  must  be  signed  by  a  party  authorized  under  §§ 
1.33(b)(1),  (b)(3),  or  (b)(4)  to  sign  a  paper  in  the  application, 
except  that  a  registered  attorney  or  agent,  not  of  record,  who 
acts  in  a  representative  capacity  under  the  provisions  of  § 
1.34(a)  when  filing  a  continuing  application,  may  expressly 
abandon  the  prior  appUcation  as  of  the  filing  date  granted  to  the 
continuing  application. 

Section  1.152:  Section  1.152  was  amended  to  delete  the 
reference  to  the  requirement  for  a  petition  for  color  photo- 
graphs and  drawings  as  unnecessary  in  view  of  the  clarifica- 
tions to  §§  1.84(a),  (a)(2),  (b)(1),  and  (b)(2)  that  now  include 
a  specific  reference  to  design  applications.  Former  §§  1.152(a), 
(a)(1),  and  (a)(2)  were  deleted  with  the  remaining  text  com- 
bined into  a  single  paragraph. 

Section  1.152  was  amended  in  1997  to  clarify  Office  practice 
that  details  disclosed  in  the  drawings  or  photographs  filed  with 
a  design  application  are  considered  to  be  an  integral  part  of  the 
disclosed  and  claimed  design,  unless  disclaimed.  See  Changes 
to  Patent  Practice  and  Procedure,  Final  Rule  Notice,  62  FR 
53131,  53164  (October  10,  1997),  1203  Off.  Gaz.  Pat.  Office 
63,  91  (October  21,  1997).  A  subsequent  decision  by  the 
Federal  Circuit,  however,  has  called  this  practice  into  question. 
See  In  re  Daniels.  144  F.3d  1452,  46  USPQ2d  1788  (Fed.  Cir. 
1998),  rev'g.  Ex  parte  Daniels.  40  USPQ2d  1394  (Bd.  Pat. 
App.  &  Int.  1996).  Accordingly,  the  Office  is  amending  §  1.152 
to  eliminate  these  provisions.  See  Removal  of  Surface  Treat- 
ment From  Design  Drawings  Permitted,  Notice,  1217  Off. 
Gaz.  Pat.  Office  19  (December  1,  1998). 

The  elimination  of  provisions  relating  to  the  integral  nature  of 
designs  in  §  1.152  is  effective  on  the  date  of  publication  in  the 
Federal  Register. 

Section  1.154:  Section  1.154(a)  is  separated  into  §§  1.154(a) 
and  (b)  and  the  material  clarified.  The  order  of  the  papers  in  a 
design  patent  application,  including  the  application  data  sheet 
(see  §  1.76),  is  listed  in  §  1.154(a).  The  order  of  the  sections  in 
the  specification  of  a  design  patent  application  is  listed  in  § 
1.154(b).  New  §  1.154(c)  corresponds  to  §  1.77(c)  and 
provides  that  the  section  headings  should  be  in  uppercase 
letters  without  underlining  or  bold  type. 

Comment  66:  One  comment  suggested  adding  the  words  "in  a 
design  application"  to  the  end  of  the  §  1.154  header  for  clarity. 

Response:  The  comment  has  been  adopted. 

Section  1.155:  Section  1.155  is  revised  to  eliminate  all  former 
§  1.155  provisions  as  being  unnecessarily  duplicative  of  the 
provisions  of  §§  1.311(a)  and  1.316,  which  apply  to  the 
issuance  of  all  patents,  including  designs.  Revised  §  1.155 
establishes  an  expedited  procedure  for  design  applications.  The 
procedure  is  available  to  all  design  apphcants  who  first 
conduct  a  preliminary  examination  search  and  file  a  request  for 
expedited  treatment  accompanied  by  a  fee  commensurate  with 
the  Office  cost  of  the  expedited  treatment  and  handling  (§ 
1.17(k)).  This  cost-based  expedited  treatment  is  intended  to 
fulfill  a  particular  need  by  affording  rapid  design  patent 
protection  that  may  be  especially  important  where  marketplace 
conditions  are  such  that  new  designs  on  articles  are  typically  in 
vogue  for  limited  periods  of  time.  The  Office  requires  a 
statement  that  a  preexamination  search  was  conducted,  which 
must  also  indicate  the  field  of  search  and  include  an  informa- 
tion disclosure  statement  in  compliance  with  §  1.98.  Formal 
drawings  in  compliance  with  1.84  are  also  required.  The 
applications  will  be  individually  examined  with  priority,  and 
the  clerical  processing  will  be  conducted  and/or  monitored  by 
specially  designated  personnel  to  achieve  expeditious  process- 
ing through  initial  application  processing  and  the  Design 
Examining  Group.  The  Office  will  not  examine  an  application 
that  is  not  in  condition  for  examination  even  if  the  applicant 
files  a  request  for  expedited  examination  under  this  section. 

The  expedited  procedure  for  design  applications  under  §  1.155 
is  effective  on  the  date  of  publication  in  the  Federal  Register. 

Comment  67:  Two  comments  considered  the  $900  fee  for  the 
expedited  processing  of  design  applications  to  be  excessive 
when  compared  to  the  fee  for  a  "Petition  to  Make  Special." 
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Response:  Based  on  a  conservative  cost  estimate,  the  $900  fee 
specified  in  §  1.17(k)  for  the  expedited  examination  of  design 
apphcations  is  the  fee  necessary  to  recover  the  OflBce's  cost  of 
providing  such  expedited  examination.  See  35  U.S.C.  41(d). 
An  application  granted  special  status  pursuant  to  a  successful 
"Petition  to  Make  Special"  is  prioritized  while  it  is  on  the 
examiner's  docket  so  that  the  application  will  be  examined  out 
of  turn  responsive  to  each  successive  communication  from  the 
applicant  requiring  Office  action.  The  expedited  treatment 
available  under  §  1.155,  however,  occurs  through  initial 
application  processing  and  the  Design  Examining  Group.  For 
a  patentable  design  apphcation,  the  expedited  treatment  would 
be  a  streamlined  filing-to-issuance  procedure.This  procedure 
further  expedites  design  application  processing  by  decreasing 
clerical  processing  time  as  well  as  the  time  spent  routing  the 
application  between  processing  steps.  Specially  designated 
personnel  will  be  required  to  conduct  and/or  monitor  the 
expedited  clerical  processing.  Also,  expedited  design  applica- 
tions may  be  individually  treated  throughout  the  examination 
process  where  necessary  for  expedited  treatment,  whereas 
normally,  the  search  phase  of  design  apphcation  examination  is 
conducted  in  groups.  Further,  the  "Petition  to  Make  Special" 
procedure  will  continue  to  be  made  available  without  any 
anticipated  increase  in  the  required  petition  fee. 

Comment  68:  Two  comments  suggested  requiring  a  fee  in 
exchange  for  expedited  examination  instead  of  requiring  a  fee 
"[F]or  filing  a  request  for  expedited  examination  under  § 
1.155(a)"  as  stated  in  §  1.17(k).  According  to  the  comments, 
the  suggested  recharacterization  of  the  fee  would  permit 
refunding  the  fee  as  a  payment  made  "in  excess  of  that 
required"  (§  1.26)  if  the  expedited  service  is  not  in  fact 
provided. 

Response:  The  comments  are  not  adopted.  Statutory  authority 
for  §  1.26  is  found  at  35  U.S.C.  42(d)  which  permits  a  refund 
"of  any  fee  paid  by  mistake  or  any  amount  paid  in  excess  of 
that  required."  According  to  the  statute,  any  refund  of  an 
"amount  paid  in  excess"  must  be  based  upon  an  overpayment 
of  a  fee  that  was,  in  fact,  "required"  when  the  fee  was  paid.  The 
suggested  fee  characterization  would  have  no  effect  in  that 
regard.The  required  amount  is  the  §  1.1 7(k)  fee  whether  it  is 
for  a  request  for  expedited  examination  or  for  an  actual 
expedited  examination.  Furthermore,  the  rule  is  silent  as  to  any 
time  frame  definition  of  expedited  treatment.  It  is  the  OflBce's 
intent  to  set  forth  an  objective  for  examination,  such  as  three 
months,  and  an  objective  for  printing.  Should  the  Office  fail  to 
meet  a  stated  objective  for  any  one  particular  design  applica- 
tion, applicant  may  still  have  received  significant  benefit, 
particularly  if  the  objective  was  missed  only  by  a  week  or 
month.  Applicants  can  choose  whether  to  spend  the  additional 
fee  in  part  based  on  the  Office's  performance  in  meeting  its 
objectives  with  other  design  applications. 

Comment  69:  One  comment  reasoned  that  in  order  to  provide 
the  expedited  service  without  compromising  examination  qual- 
ity, design  application  examiners  would  have  to  be  allotted 
extra  time  to  individually  search  expedited  applications. 

Response:  Individual  searching  of  a  design  application  may 
not  necessarily  be  required  to  meet  the  objective  of  expedited 
treatment.  Where  an  individual  search  is  required,  the  Tech- 
nology Center  will  address  the  matter  on  a  case-by-case  basis. 

Section  1.163:  The  title  of  §  1.163  is  amended  for  clarity  by  the 
addition  of  "in  a  plant  application." 

Section  1.163(a)  second  sentence  is  amended  by  substituting 
"For"  for  "[i]n  the  case  of." 

Section  1.163(b)  is  amended  to  delete  the  requirement  for  two 
copies  of  the  specification  for  consistency  with  the  current 
Office  practice.  See  Interim  Waiver  of  37  C.F.R.  1.163(b)  for 
Two  Copies  of  a  Specification  of  an  Application  for  a  Plant 
Patent,  Notice,  1213  Off.  Gaz.  Pat.  Office  109  (August  4, 
1998).  Section  1.163(c)  is  separated  into  §§  1.163(b)  and  (c). 
The  order  of  the  papers  in  a  plant  patent  apphcation,  including 
the  application  data  entry  sheet  (see  §  1.76)  is  listed  in  § 
1.163(b).  The  order  of  the  sections  in  the  specification  of  a 
plant  patent  application  are  hsted  in  1.163(c).  New  §  1.163(d) 
corresponds  to  §  1.77(c)  and  provides  that  the  section  headings 
should  be  in  uppercase  letters  without  underlining  or  bold  type. 


New  §  1.163(c)(4)  and  §  1.163(c)(5)  request  that  the  plant 
patent  applicant  state  the  Latin  name  and  the  variety  denomi- 
nation for  the  plant  claimed.  As  discussed  above,  the  Office, 
has  been  asked  to  compile  a  database  of  the  plants  patented  and 
the  database  must  include  the  Latin  name  and  the  variety 
denomination  of  each  patented  plant,  and  having  this  informa- 
tion in  separate  sections  of  the  plant  patent  application  will 
make  the  process  of  compiling  this  database  more  efficient. 

Current  §§  1.163(c)(3)  through  (c)(5)  are  redesignated 
1.163(c)(1)  through  (c)(3),  respectively. 

Sections  1.163(c)(14)  and  (d)  are  amended  to  delete  the 
reference  to  a  plant  patent  color  coding  sheet.  The  color  codes 
and  the  color  coding  system  are  generally  included  in  the 
specification.  Repeating  the  color  coding  information  in  a  color 
coding  sheet  increases  the  risk  of  error  and  inconsistencies. 

Comment  70:  One  comment  suggested  that  the  title  be 
amended  for  clarity  by  addition  of  "in  a  plant  application." 

Response:  The  suggestion  has  been  adopted. 

Section  §  1.173:  Section  1.173  is  amended  to  consolidate  (1) 
the  requirements  for  the  filing  of  reissue  apphcations  formerly 
in  §  1.173,  (2)  the  requirements  for  amending  reissue  apphca- 
tions formerly  in  §  1.121,  and  (3)  the  requirements  for  reissue 
drawings  formerly  in  §  1.174.  Section  1.174  is  being  eUmi- 
nated  as  the  requirements  for  filing  drawings  in  reissue 
apphcations  have  been  moved  to  §  1.173.  Section  1.173  also 
has  been  amended  to  include  the  same  basic  fihng  require- 
ments for  reissue  applications  that  are  currently  only  set  forth 
in  the  MPEP.  All  of  these  changes  have  been  made  so  that 
applicants  will  be  able  to  find,  in  a  single  rule  section,  all  of 
these  critical  requirements  that  must  be  complied  with  when 
preparing  and  filing  a  reissue  application.  Further,  the  require- 
ments for  the  specification,  claims  and  drawings  are  now  set 
forth  in  separate  paragraphs,  which  are  clearer  and  easier  to 
understand. 

The  title  of  §  1.173  is  amended  to  "Reissue  specification, 
drawings,  and  amendments"  in  order  to  more  aptly  describe 
the  inclusion  of  all  filing  and  amendment  requirements  for  the 
specification,  including  the  claims,  and  the  drawings  of  reissue 
apphcations  in  a  single  section. 

Section  1.173(a)  provides  the  current  requirements  for  the 
contents  of  a  reissue  apphcation  at  fihng.  The  existing  prohi- 
bition against  new  matter  in  a  reissue  application,  and  the 
statutory  provision  permitting  enlarging  the  scope  of  the 
original  patent  claims  within  two  years  of  the  patent  date, 
formerly  in  §  1.121(b)(5),  are  added  to  this  section. 

Section  1.173(a)(1)  now  requires  that  the  specification,  includ- 
ing the  claims,  be  furnished  in  the  form  of  a  copy  of  the  printed 
patent  in  double  column  format  (as  the  patent  can  be  simply 
copied  without  cutting  into  single  columns)  with  one  page  of 
the  patent  appearing  on  only  one  side  of  each  individual  page 
of  the  specification  of  the  reissue  application.This  format  for 
submitting  a  reissue  application  represents  a  change  from  what 
was  formerly  set  out  as  an  option  in  MPEP  1411.  Section 
1.173(a)(1)  also  provides  that  amendments  made  to  the  speci- 
fication at  filing  be  made  according  to  §  1.173(b).  A  cross- 
reference  has  been  added  to  §  1.52,  wherein  form  requirements 
are  provided  for  papers  in  patent  applications,  including 
reissue  applications.  Additionally,  a  copy  of  any  disclaimer  (§ 
1.321),  certificate  of  correction  (§§  1.322  through  1.324),  or 
reexamination  certificate  (§  1 .570)  issued  in  the  patent  must  be 
supphed.  See  also  §  1.178. 

Section  1.173(a)(1)  applies  to  reissue  applications  filed  on  or 
after  two  months  from  the  date  of  pubhcation  of  the  rule  in  the 
Federal  Register. 

Section  1.173(a)(2)  sets  forth  the  requirements  for  the  draw- 
ings at  the  time  the  reissue  application  is  filed.  If  clean  copies 
(i.e.,  good  quality  photocopies  free  of  any  extraneous  mark- 
ings) of  the  drawings  from  the  original  patent  are  supphed  by 
applicant  at  the  time  of  filing  the  reissue  application,  and  the 
copies  meet  the  requirements  of  §  1.84,  no  further  (formal) 
drawings  will  be  required.  The  former  provision  of  §  1.174 
requiring  temporary  drawings  is  eliminated  in  view  of  this 
amendment  to  §  1.173.  The  Office  will  now  print  a  reissue 
patent  using  clean  copies  of  the  patent  drawings.  How  changes 
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to  the  patent  drawings  may  be  made  at  the  time  of  filing  of  the 
reissue  application,  or  during  the  prosecution,  is  now  specifi- 
cally set  forth.  Such  changes  must  be  made  in  accordance  with 
the  requirements  of  amended§  1.173(b)(3)  (which  are  essen- 
tially the  requirements  of  former  §§  1.121(b)(3)(i)  and  (ii)).  If 
applicant  does  not  provide  clean  copies  of  the  patent  drawings, 
or  if  changes  are  made  to  the  drawings  during  the  reissue 
prosecution,  drawings  in  compliance  with  1.84  will  be  required 
at  the  time  of  allowance.  The  practice  of  transferring  drawings 
from  the  patent  file  is  eUminated  since  clean  photocopies  of 
patent  drawings  will  be  acceptable  for  use  in  the  printing  of  the 
reissue  patent. 

Section  1.173(b)  provides  for  the  manner  of  making  amend- 
ments in  a  reissue  appUcation.  Amendments  may  be  made 
either  by  physically  incorporating  the  changes  within  the  body 
of  the  specification  (including  the  claims)  as  filed,  or  by  a 
separate  amendment  paper  (either  at  filing  or  during  the 
prosecution  of  the  application),  directing  that  specified  changes 
be  made  to  the  application  specification,  including  the  claims, 
or  to  the  drawings. If  amendments  are  submitted  as  part  of  the 
specification  as  filed,  they  may  be  incorporated  by  cutting  the 
column,  inserting  the  added  material  and  rejoining  the  remain- 
der of  the  column. 

Sections  1.173(b)(1)  and  (b)(2)  incorporate  the  provisions 
formerly  part  of  1.121(b)(1)  and  (b)(2)  as  to  the  manner  of 
amending  the  specification  and  claims,  respectively.  Section 
1.173(b)(1)  is  clarified  to  note  that  the  paragraph  applies 
whether  or  not  an  amendment  is  submitted  on  paper  or 
compact  disc  pursuant  to  §§  1.52(e)(1)  and  1.821(c)  but  not  for 
discs  submitted  under  §  1.821(e). 

Section  1.173(b)(3)  incorporates  the  provisions  formerly  set 
forth  in  §  1.121(b)(3)  as  to  amending  reissue  drawings. 

Section  1.173(c)  now  requires  that  whenever  an  amendment  is 
made  to  the  claims,  either  at  the  time  of  fifing  or  during  the 
prosecution,  the  amendment  must  be  accompanied  by  a  state- 
ment as  to  the  status  of  all  patent  claims  and  all  added  claims, 
and  an  explanation  as  to  the  support  in  the  disclosure  for  any 
concurrently  made  changes  to  the  claims. 

Section  1.173(c)  applies  to  any  pending  or  newly  filed  appli- 
cation two  months  from  the  date  of  publication  of  the  rule  in 
the  Federal  Register. 

Section  1.173(d)  incorporates  the  provisions  of  former  §§ 
1.121(b)(l)(iii)  and  (b)(2)(i)(C)  as  to  how  changes  in  reissue 
applications  are  shown  in  the  specification  and  claims,  respec- 
tively. An  exception  to  the  normal  underlining  requirement  is 
made  for  compact  disc  submissions.  Instead  of  underlining  the 
material,  the  following  XML  tag  must  be  used  to  identify  the 
material  that  is  being  added:  start  with  "<U>"  and  end  with 
"<\U>"  to  properly  identify  the  material  being  added. 

Sections  1.173(e),  (f),  and  (g)  merely  reiterate  requirements  for 
retaining  original  claim  numbering,  amending  the  disclosure 
when  required,  and  making  amendments  relative  to  the  original 
patent,  which  were  formerly  set  out  in  1.121(b)(2)(B),  (b)(4), 
and  (b)(6),  respectively. 

Comment  71:  A  comment  was  made  calling  attention  to  the 
fact  that  amendments  made  to  sequence  listings  are  provided 
for  in  sections  on  sequence  hstings  (§  1.821  et  seq.). 

Response:  The  comment  has  been  adopted.  With  respect  to  the 
existing  practice  of  making  submissions  under  §  1.821(e),  § 
1. 173  has  been  amended  to  limit  the  application  of  this  section 
to  computer  programs  and  tables  (see  §  1.52(e)(1))  and  to  § 
1.821(c),  but  not  to  submissions  under  §  1.821(e). 

Section  1.174:  Section  1.174  is  removed  (and  reserved)  in 
view  of  the  inclusion  of  all  filing  and  amendment  requirements 
for  reissue  drawings  in  amended  §  1.173.  Thus,  in  addition  to 
the  reissue  filing  requirements  of  former  §  1.173,  the  reissue 
amendment  requirements  of  former  §  1.121(b)  and  the  reissue 
drawing  requirements  of  former  §  1.174  are  all  included  in  a 
single  rule,  amended  §  1.173.  The  changes  consolidating 
several  former  rules  into  a  single  rule  should  make  the 
requirements  for  all  reissue  filings  and  amendments  quicker  to 
locate  and  easier  to  understand. 


Section  1.176:  Section  1.176  is  amended  to  create  §§  1.176(a) 
and  (b).  Section  1  176(a)  contains  material  retained  from  the 
former  rule,  while  §  1.176(b)  contains  new  material  permitting 
certain  restrictions. 

Section  1.176  is  amended  to  eliminate  the  prohibition  against 
requiring  division  in  a  reissue  application.  The  Federal  Circuit 
has  indicated  that  35  U.S.C.  251  does  not,  under  certain 
circumstances,  prohibit  an  applicant  in  a  reissue  application 
from  adding  claims  directed  to  an  invention  which  is  separate 
and  distinct  from  the  invention  defined  by  the  original  patent 
claims.  See  In  re  Amos.  953  F2d  613,  21  USPQ2d  1271  (Fed. 
Cir.  1991).  Former  §  1.176,  however,  prohibited  the  Office 
from  making  a  restriction  requirement  in  a  reissue  appfication. 
This  prohibition  in  former  §  1.176,  in  combination  with  the 
Federal  Circuit's  decision  in  Amos,  frequently  placed  an 
unreasonable  burden  on  the  Office  in  requiring  the  examination 
of  multiple  inventions  in  a  single  reissue  application. 

Elimination  of  the  prohibition  against  restriction  in  divisional 
application  under  §  1.176  is  effective  for  reissue  applications 
filed  on  or  after  the  date  that  is  sixty  days  after  the  date  of 
publication  in  the  Federal  Register. 

Section  1.176(b)  now  allows  the  Office  to  make  a  restriction 
requirement  in  a  reissue  application  between  claims  added  in  a 
reissue  application  and  the  original  patent  claims,  where  the 
added  claims  are  directed  to  an  invention  which  is  separate  and 
distinct  from  the  invention(s)  defined  by  the  original  patent 
claims.  The  criteria  for  making  a  restriction  requirement  in  a 
reissue  application  between  added  claims  and  original  patent 
claims  is  the  same  as  that  appfied  in  an  original  application. 
See  MPEP  806  through  806.05(i).  Where  a  restriction  require- 
ment is  made,  the  original  patent  claims  will  be  held  to  be 
constructively  elected  and  the  examiner  will  issue  an  Office 
action  on  the  merits  providing  notification  of  the  restriction 
requirement  in  such  Office  action. 

If  a  requirement  for  restriction  between  the  claims  of  the 
original  patent  and  those  added  claims  which  are  directed 
towards  previously  unclaimed  subject  matter  is  made  by  the 
examiner,  the  group  containing  the  original  patent  claims 
(amended  or  unamended)  will  be  held  to  be  constructively 
elected,  unless  a  disclaimer  of  all  the  patent  claims  is  filed  in 
the  reissue  application,  which  disclaimer  cannot  be  withdrawn 
by  applicant. 

The  original  patent  claims  (which  have  been  constructively 
elected)  will  receive  a  complete  examination  on  their  merits, 
while  the  nonelected  (added)  claims  (to  any  added  inven- 
tion(s))  will  be  held  in  abeyance  in  a  withdrawn  status.  These 
nonelected  (added)  claims  will  only  be  examined  if  filed  in  a 
divisional  reissue  application.  If  the  reissue  application  con- 
tains only  original  unamended  claims  and  is  found  to  be 
allowable,  further  action  in  the  reissue  application  may  have  to 
be  suspended,  since  the  Office  will  not  allowa  reissue  patent 
which  does  not  correct  any  error  in  the  original  patent.  If  the 
divisional  reissue  application  containing  the  added  claims  is 
examined  and  is  found  to  be  allowable,  the  Office  may 
recombine  the  several  sets  of  examined  and  allowable  claims 
into  one  of  the  reissue  applications,  which  then  can  be  allowed. 
See  the  discussion  of  §  1.177  for  additional  details  for 
presenting  multiple  reissue  applications. 

The  Office  is  requiring  a  constructive  election  of  the  original 
(patented)  claims  to  ensure  that  the  original  (patented)  claims 
receive  an  examination  on  their  merits.  If  a  reissue  applicant 
was  permitted  to  elect  the  added  claims  directed  toward 
previously  unclaimed  subject  matter,  and,  after  an  examination 
of  only  these  added  claims,  the  divisional  claims  were  deter- 
mined to  be  unpatentable,  applicant  would  most  likely  let  the 
reissue  application  go  abandoned  and  not  file  a  divisional 
reissue  application  directed  toward  the  original  claims  of  the 
patent.  In  this  circumstance,  no  examination  of  the  original 
claims  of  the  patent  would  be  made.  This  would  not  be 
appropriate  as  the  filing  of  the  reissue  application  would 
mandate  that  the  original  patent  claims  be  reevaluated/exam- 
ined  again. Thus,  a  constructive  election  of  the  original  patent 
claims  and  an  examination  thereof  in  the  first  reissue  applica- 
tion would  force  the  applicant  to  file  a  divisional  reissue 
application  with  claims  to  the  added  invention  in  order  to 
secure  an  examination  of  such  added  claims. 
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The  Office  will  continue  to  not  require  restriction  among 
original  claims  of  the  patent  (i.e.,  among  claims  that  were  in 
the  patent  prior  to  filing  the  reissue  application)  and  the  rule 
has  been  amended  to  reflect  that  practice.  In  order  for  restric- 
tion to  be  required  between  the  original  patent  claims  and 
added  claims,  the  added  claims  must  be  directed  toward 
inventions  which  are  separate  and  distinct  from  the  inven- 
tion(s)  defined  by  the  original  patent  claims.  Restriction 
between  multiple  inventions  in  the  added  claims  will  be 
permitted  provided  the  added  claims  are  drawn  to  several 
separate  and  distinct  inventions. 

Section  1.176  has  been  further  amended  to  delete  the  two- 
month  portion  of  the  rule  relating  to  when  a  reissue  apphcation 
will  be  acted  upon.  When  any  particular  reissue  application  is 
taken  up  for  action  is  an  internal  Office  policy  that  need  not  be 
set  forth  in  the  rules  of  practice.  Moreover,  it  is  the  intent  of  the 
Office  to  consider  acting  on  divisional  reissue  apphcations 
prior  to  expiration  of  the  two-month  period  after  announce- 
ment of  the  reissue  fifing  in  the  Official  Gazette. 

The  amendments  to  this  section  are  not  intended  to  afi"ect  the 
types  of  errors  that  are  or  are  not  appropriate  for  correction 
under  35  U.S.C.  251  (e.g.,  applicant's  failure  to  timely  file  a 
divisional  application  is  not  considered  to  be  the  type  of  error 
that  can  be  corrected  by  a  reissue).  See  In  re  Watkinson.  900 
F.2d  230,  14  USPQ2d  1407  (Fed.  Cir.  1990);  In  re  Mead,  581 
F.2d  251,  198  USPQ  412  (CCPA  1978);  and  In  re  Orita,  550 
F.2d  1277,  193  USPQ  145  (CCPA  1977). 

Section  1.177:  The  title  to  §  1.177  has  been  amended  to  read 
"Issuance  of  multiple  reissue  patents"  in  order  to  include 
procedures  pertaining  to  continuation  reissue  applications  as 
well  as  divisional  reissue  applications. 

Section  1.177  is  amended  to  eliminate  former  requirements 
that  divisional  reissues  be  limited  to  separate  and  distinct  parts 
of  the  thing  patented,  and  that  they  be  issued  simultaneously 
unless  ordered  by  the  Commissioner.  The  rule  is  expanded  to 
include  continuations  of  reissues  as  well  as  divisionals.  See  In 
re  GraflF.  Ill  F3d  874,  876-77,42  USPQ2d  1471,  1473  (Fed. 
Cir.  1997).  The  Federal  Circuit  specifically  stated: 

...  [35  U.S.C.  251,  ^3,]  provides  that  the  general  rules  for 
patent  applications  apply  also  to  reissue  applications,  and  [35 
U.S.C.  251,  ^2,]  expressly  recognizes  that  there  may  be  more 
than  one  reissue  patent  for  distinct  and  separate  parts  of  the 
thing  patented.  [35  U.S.C.  251]  does  not  prohibit  divisional  or 
continuation  reissue  applications,  and  does  not  place  stricter 
limitations  on  such  applications  when  they  are  presented  by 
reissue,  provided  of  course  that  the  statutory  requirements 
specific  to  reissue  applications  are  met.  See  [35  U.S.C.  251, 
113]. 

...  [35  U.S.C.  251,  112,]  is  plainly  intended  as  enabling,  not 
fimiting.[35  U.S.C.  251, 1[2,]  has  the  effect  of  assuring  that  a 
different  burden  is  not  placed  on  divisional  or  continuation 
reissue  applications,  compared  with  divisions  and  continua- 
tions of  original  applications,  by  codifying  The  Corn-Planter 
Patent.  90  U.S.  181  (1874),]  which  recognized  that  more  than 
one  patent  can  result  from  a  reissue  proceeding.  Thus,  [35 
U.S.C.  251,  1[2,]  places  no  greater  burden  onacontinuation 
reissue  application  than  upon  a  continuation  of  an  original 
application;  [35  U.S.C.  251,  1[2,]  neither  overrides,  enlarges, 
nor  Umits  the  statement  in  [35  U.S.C.  251,  113,]  that  the 
provisions  of  Title  35  apply  to  reissues.  See  id.  at  876-77,  42 
USPQ2d  at  1473. 

Thus,  the  Federal  Circuit  has  indicated  that  a  continuation  or 
divisional  reissue  application  is  not  subject  to  any  greater 
burden  other  than  the  burden  imposed  by  35  U.S.C.  120  and 
121  on  a  continuation  or  divisional  non-reissue  application, 
except  that  a  continuation  or  divisional  reissue  application 
must  also  comply  with  the  statutory  requirements  specific  to 
reissue  applications  (e.g.,  the  "error  without  any  deceptive 
intention"  requirement  of  35  U.S.C.  251,  Ul). 

Following  Graff,  the  Office  has  adopted  a  policy  of  treating 
continuations/divisionals  of  reissue  applications  in  much  the 
same  manner  as  continuations/divisionals  of  non-reissue  ap- 
plications. Accordingly,  the  former  requirements  of  §  1.177  as 
to  petitioning  for  non-  sim.ultaneous  issuance  of  multiple 
reissue  patents,  suspending  prosecution  in  an  allowable  reissue 
application  while  the  other  is  prosecuted,  and  limiting  the 


content  of  each  reissue  application  to  separate  and  distinct 
parts  of  the  thing  patented,  are  all  eliminated.  These  require- 
ments were  considered  unique  to  reissue  continuations/divi- 
sionals, imposed  additional  burdens  on  reissue  applicants,  and 
are  now  inconsistent  with  the  Federal  Circuit's  discussion  of 
35  U.S.C.  251,112,  in  Graff. 

The  changes  to  §  1.177  relating  to  divisional  reissues  are 
effective  on  the  date  of  publication  of  the  rule  in  the  Federal 
Register  for  all  pending  and  new  reissue  applications. 

Additionally,  §  1.177(a)  is  amended  to  require  that  all  multiple 
reissue  applications  of  a  single  patent  include  as  the  first  line  of 
the  respective  specifications  a  cross-reference  to  the  other 
reissue  application(s).  The  cross-reference  will  provide  the 
public  with  notice  that  more  than  one  reissue  application  has 
been  filed  to  correct  an  error  (or  errors)  in  a  single  patent.  If 
one  reissue  has  already  issued  without  the  appropriate  cross- 
reference,  a  certificate  of  correction  will  be  issued  to  provide 
the  cross-reference  in  the  issued  reissue  patent.  The  Office  will 
initiate  a  certificate  of  correction  under  §  1.322  to  include  the 
appropriate  cross-reference  in  the  already  issued  first  reissue 
patent  before  passing  the  pending  reissue  application  to  issue. 

Section  1.177(b)  is  amended  to  require  that  aU  of  the  claims  of 
the  patent  be  presented  in  each  application  as  amended, 
unamended  or  canceled,  and  that  the  same  claim  not  be 
presented  for  examination  in  more  than  one  application  in  its 
original  unamended  version.  Any  added  claims  must  be 
numbered  beginning  with  the  next  highest  number  following 
the  last  patent  claim. 

If  the  same  or  similar  claims  are  presented  in  more  than  one  of 
the  multiple  reissue  applications,  statutory  double  patenting 
(35  U.S.C.  101)  or  non-statutory  (judicially  created  doctrine) 
double  patenting  may  be  considered  by  the  examiner  during 
examination,  and  appropriate  rejections  will  be  made.  If 
needed  to  overcome  the  rejections,  terminal  disclaimers  will  be 
required  in  order  to  ensure  common  ownership  of  any  non- 
distinct  claims  throughout  each  of  the  patents'  lifetimes. 

Amendments  are  concurrently  made  to  permit  restriction  in 
reissue  applications  between  the  original  patent  claims  and  any 
added  claims  to  separate  and  distinct  subject  matter  (see 
change  to  §  1.176).  If  one  or  more  divisional  applications  are 
filed  after  such  a  restriction  requirement,  §  1.177(c)  provides 
that  the  resulting  multiple  reissue  applications  will  be  issued 
alone  or  together,  but  each  of  the  reissue  applications  will  be 
required  to  include  changes  which  correct  an  error  in  the 
original  patent  before  it  can  be  issued  as  a  reissue  patent.  If  one 
of  the  applications  resulting  from  the  restriction  requirement  is 
found  to  be  allowable  without  any  changes  relative  to  the 
patent  (i.e.,  it  includes  only  all  the  original  patent  claims), 
further  action  will  be  suspended  until  one  other  reissue 
apphcation  becomes  allowable;  then,  the  two  will  be  recom- 
bined  and  issued  as  a  single  reissue  patent.  If  the  several 
reissue  applications  resulting  from  the  restriction  each  include 
changes  correcting  some  error  in  the  original  patent,  the  reissue 
applications  could  be  issued  separately,  with  an  appropriate 
cross-reference  to  the  other(s)  in  each  of  the  respective 
specifications. 

Section  1.178:  The  title  of  §  1.178  is  amended  to  reflect  the 
addition  of  the  material  in  new  §  1.178(b),  and  the  rule  is 
amended  to  create  §  1.178(a)  containing  some  of  the  material 
in  the  former  rule,  and  §  1.178(b). 

Section  1.178(a)  is  amended  to  no  longer  require  an  offer  to 
surrender  the  original  patent  at  the  time  of  filing  as  part  of  the 
reissue  application  filing  requirements.  Omission  of  this  for- 
mality by  applicants  in  the  past  has  resulted  in  processing 
delays  due  to  the  Office's  sending  of  a  Notice  to  File  Missing 
Parts  of  Application.  The  change  to  this  section  relaxes  the 
former  requirement  and  permits  examination  to  commence 
without  the  "offer"  to  surrender  the  original  patent.  The 
requirement  for  actual  surrender  of  the  original  patent  (or  a 
"statement"  of  its  loss,  as  set  out  below)  before  the  reissue 
application  is  allowed,  however,  is  retained. 

Section  1.178(a)  is  also  amended  to  change  "affidavit  or 
declaration"  (attesting  to  the  loss  or  inaccessibihty  of  the 
original  patent)  to  "statement."  This  change  will  eliminate  the 
verification  requirements  of  the  former  rule,  which  are  formali- 
ties covered  by  §§  1.4  and  10.18. 
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Replacement  in  §  1.178(a)  of  the  oath  or  declaration  with  a 
statement  that  the  original  patent  is  lost  or  inaccessible  is 
effective  on  the  date  of  publication  in  the  Federal  Register  for 
all  pending  or  new  reissue  applications. 

Section  1.178(b)  has  been  added  to  require  reissue  applicants 
to  call  to  the  attention  of  the  Office  any  prior  or  concurrent 
proceeding  in  which  the  patent  (for  which  reissue  is  requested) 
is  or  was  involved,  such  as  interferences,  reissues,  reexamina- 
tions, or  Utigation  (litigation  covers  any  papers  filed  in  the 
court  or  issued  by  the  court,  such  as,  for  example,  motions, 
pleadings,  and  court  decisions  including  court  orders)  and  the 
results  of  such  proceedings.  The  duty  to  submit  such  informa- 
tion is  a  continuing  duty  and  runs  from  the  time  the  reissue 
application  is  filed  until  the  reissue  application  is  abandoned  or 
issues  as  a  reissue  patent.  The  addition  of  §  1.178(b)  is 
intended  to  further  the  Office's  desire  to  make  consistent  both 
reissue  and  reexamination  proceedings  as  much  as  possible 
(see  §§  1.565(a)  and  (b)).  See  also  §  1.173(a)(1). 

The  need  to  call  the  attention  of  the  Office  to  prior  or 
concurrent  proceedings  in  which  the  patent  (for  which  reissue 
is  requested)  is  or  was  involved  applies  to  pending  and  new 
reissue  applications. 

Section  1.181:  Section  1.181  provides  generically  for  petitions 
to  the  Commissioner  of  Patents  and  Trademarks  concerning 
patent-related  matters.  Section  1.181(f)  is  amended  to  provide 
that  any  petition  under  37  CFR  part  1  not  filed  within  two 
months  of  the  mailing  date  of  the  action  or  notice  from  which 
relief  is  requested  may  be  dismissed  as  untimely  (except  as 
otherwise  provided).  Thus,  any  petition  under  §  1.182  or  § 
1.183  not  filed  within  two  months  from  the  mailing  date  of  the 
action  or  notice  placing  petitioner  on  notice  of  the  situation 
from  which  relief  is  requested  may  be  dismissed  as  untimely. 

The  Office  has  long  considered  the  two-month  period  in  § 
1.181(f)  to  be  the  benchmark  for  determining  the  timeliness  of 
petitions.  See  Changes  to  Patent  Practice  and  Procedure.  62  FR 
at  53161,  1203  Off.  Gaz.  Pat.  Office  at  88  (the  Office  considers 
the  two-month  period  in  §  1.181(f)  to  be  the  appropriate  period 
by  which  the  timeliness  of  a  petition  should  be  determined). 
Nevertheless,  there  appears  to  be  some  confusion  as  to  when 
other  petitions  (e.g..  §§  1.182  and  1.183)  must  be  filed  to  be 
timely,  or  even  whether  there  is  any  period  within  which  other 
petitions  must  be  filed  to  be  timely.  See  Helfgott  v.  Dickinson, 
209  F.3d  1328, 1333  n.3,  54  USPQ2d  1425,  1428  n.3  (Fed.  Cir. 
2000). 

Therefore,  the  Office  is  revising  §  1.181(f)  to  clarify  that  its 
two-month  time  period  applies  to  any  petition  under  37  CFR 
part  1,  except  as  otherwise  provided.  Section  1.181(f)  is  also 
amended  to  provide  that  this  two-month  period  is  not  extend- 
able. A  number  of  sections  (e^,  §§  1.377,  1.378,  1.644,  1.740) 
specify  the  time  period  within  which  a  petition  must  be  filed 
(or  may  be  dismissed  as  untimely).  The  two-month  time  period 
in  §  1.181(f)  appUes  to  a  petition  under  any  section  that  does 
not  specify  the  time  period  within  which  a  petition  must  be 
filed. 

Section  1.193:  Section  1.193(b)(1)  is  amended  to  provide  that 
appellant  may  file  a  reply  brief  to  an  examiner's  answer  "or  a 
supplemental  examiner's  answer."  The  purpose  of  this  amend- 
ment is  to  clarify  the  current  practice  that  the  appellant  may  file 
a  (or  another)  reply  brief  within  two  months  of  a  supplemental 
examiner's  answer  (§  1.193),  but  the  appellant  must  file  any 
request  for  an  oral  hearing  within  two  months  of  the  examin- 
er's answer  (§  1.194). 

Section  1.303:  Section  1.303(a)  is  amended  to  add  the  phrase 
"to  an  interference"  between  "any  party"  and  "dissatisfied  with 
the  decision  of  the  Board  of  Patent  Appeals  and  Interferences" 
to  correct  an  inadvertent  omission. 

Section  1.311:  Section  1.311(b)  is  amended  to  create  §§ 
1.311(b),  (b)(1),  and  (b)(2).  Section  1.311(b)  provides  that  an 
authorization  to  charge  the  issue  fee  (§  1.18)  to  a  deposit 
account  may  be  filed  in  an  individual  application  only  after  the 
mailing  of  the  notice  of  allowance.  Accordingly,  general 
authorizations  to  pay  fees  and  specific  authorizations  to  pay  the 
issue  fee  that  are  filed  prior  to  the  mailing  of  a  notice  of 
allowance  will  generally  not  be  treated  as  requesting  payment 
of  the  issue  fee  and  will  not  be  given  effect  to  act  as  a  reply  to 
the  notice  of  allowance.  Applicant,  when  paying  the  issue  fee. 


should  submit  a  new  authorization  to  charge  fees,  such  as  by 
completing  box  6b.  on  the  current  PTOL-85B  form.  Where  no 
reply  to  the  notice  of  allowance  is  received,  the  application  will 
stand  abandoned  notwithstanding  the  presence  of  general 
authorizations  to  pay  fees  or  a  specific  authorization  to  pay  the 
issue  fee  that  were  submitted  prior  to  mailing  of  the  notice  of 
allowance.  Where  an  attempt  is  made  to  pay  the  issue  fee  but 
an  incorrect  amount  is  submitted.  §  1.311(b)(1),  or  where  the 
Office's  issue  fee  transmittal  form  (currently  PTOL-85(B))  is 
completed  by  applicant  and  submitted,  §  1.311(b)(2),  in  reply 
to  a  notice  of  allowance,  an  exception  will  be  made. Such 
submissions  will  operate  as  a  request  to  charge  the  issue  fee  to 
any  deposit  account  identified  in  a  previously  filed  authoriza- 
tion to  charge  fees,  §  1.311(b).  See  also  the  change  to  § 
1.26(b). 

The  limitation  on  authorization  to  charge  issue  fees  to  a  deposit 
account  under  §  1.311(b)  will  apply  only  where  a  Notice  of 
Allowance  requiring  the  issue  fee  has  been  mailed  on  or  after 
the  date  that  is  60  days  after  publication  in  the  Federal 
Register.  Previous  §  1.311(b)  caused  problems  for  the  Office 
that  tended  to  increase  Office  processing  time.  The  language 
used  by  applicants  to  authorize  that  fees  be  charged  to  a  deposit 
account  often  varies  from  one  application  to  another.  As  a 
result,  conflicts  arise  between  the  Office  and  applicants  as  to 
the  proper  interpretation  of  authorizing  language  found  in  their 
applications.  For  example,  some  applicants  are  not  aware  that 
it  is  current  Office  policy  to  interpret  broad  language  to  "charge 
any  additional  fees  which  may  be  required  at  any  time  during 
the  prosecution  of  the  application"  as  authorization  to  charge 
the  issue  fee  on  applications  filed  on  or  after  October  1,  1982. 
See  Deposit  Account  Authorization  to  Charge  Issue  Fee.  1095 
Off.  Gaz.  Pat.  Office  44  (October  25,  1988),  reprinted  at  1206 
Off.  Gaz.  Pat.  Office  95  (January  6,  1998). 

Even  when  the  language  preauthorizing  payment  of  the  issue 
fee  was  clear,  the  preauthorization  presented  problems  for  both 
the  Office  and  practitioners.  One  problem  was  because  it  may 
not  be  clear  to  the  Office  whether  a  preauthorization  is  still 
valid  after  the  practitioner  withdraws  or  the  practitioner's 
authority  to  act  as  a  representative  is  revoked.  If  the  Office 
charges  the  issue  fee  to  the  practitioner's  deposit  account,  the 
practitioner  may  have  difficulty  getting  reimbursement  from 
the  practitioner's  former  client.  Another  problem  was  that 
when  the  issue  fee  was  actually  charged  at  the  time  the  notice 
of  allowance  is  mailed,  a  notice  to  that  effect  was  printed  on 
the  notice  of  allowance  (PTOL-85)  and  applicant  was  given 
one  month  to  submit/return  the  PTOL-85B  with  information  to 
be  printed  on  the  patent.  Applicants  were  sometimes  confused, 
however,  by  the  usual  three-month  time  period  provided  for 
paying  the  issue  fee  and  did  not,  therefore,  return  the  PTOL- 
85B  until  the  end  of  the  normal  three-month  period.Since  the 
Office  does  not  wait  for  the  PTOL-85B  to  be  returned  to  begin 
electronic  capture  of  the  data  to  be  printed  as  a  patent,  any 
PTOL-85B  received  more  than  a  month  after  the  issue  fee  has 
been  paid  may  not  be  matched  with  the  application  file  in  time 
for  the  information  thereon  to  be  included  on  the  patent. 

Clerical  problems  are  not  the  main  reason  for  eliminating  the 
practice.  The  Office  would  like  all  of  the  information  necessary 
for  printing  a  patent  to  be  in  the  application  when  the  issue  fee 
is  paid.  Thus,  the  Office  is  eliminating  petitions  under  § 
3.81(b),  see  below,  and  intends  to  no  longer  print  any  assignee 
data  that  is  submitted  after  payment  of  the  issue  fee.  As 
explained  in  the  previous  two  Notices,  it  is  not  generally  in 
applicant's  best  interest  to  pay  the  issue  fee  at  the  time  the 
notice  of  allowance  is  mailed,  since  it  is  much  easier  to  have 
a  necessary  amendment  or  an  information  disclosure  statement 
considered  if  filed  before  the  issue  fee  is  paid  rather  than  after 
the  issue  fee  is  paid.  See  current  §§  1.97  and  1.312(b).  Also, 
once  the  issue  fee  has  been  paid,  applicant's  window  of 
opportunity  for  filing  a  continuing  application  is  reduced  and 
the  applicant  no  longer  has  the  option  of  filing  a  continuation 
or  divisional  application  as  a  continued  prosecution  appUcation 
(CPA)  under  §  1.53(d).  See  Patents  to  Issue  More  Ouickly 
After  Issue  Fee  Pavment.  1220  Off.  Gaz.  Pat.  Office  42,  and 
Filing  of  Continuing  Applications.  Amendments,  or  Petitions 
after  Pavment  of  Issue  Fee.  1221  Off.  Gaz.  Pat.  Office  14. 
Many  applicants  find  the  time  period  between  the  mailing  date 
of  the  notice  of  allowance  and  the  due  date  for  paying  the  issue 
fee  useful  for  re-evaluating  the  scope  of  protection  afforded  by 
the  allowed  claim(s)  and  for  deciding  whether  to  pay  the  issue 
fee  and/or  to  file  one  or  more  continuing  applications. 
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If  prompt  issuance  of  the  patent  is  a  high  priority,  after  receipt 
of  the  notice  of  allowance  applicant  may  promptly  return  the 
PTOL-85B  (supplying  any  desired  assignee  and  attorney 
information)  and  pay  the  issue  fee.  In  this  way,  the  Office  will 
be  able  to  process  the  payment  of  the  issue  fee  and  the 
information  on  the  PTOL-85B  as  a  part  of  a  single  processing 
step.  Further,  no  time  would  be  saved  even  if  the  issue  fee  was 
preauthorized  for  payment  as  the  Office  would  not  have  the 
assignee  and  attorney  data  which  is  taken  from  the  PTOL-85B. 

As  an  additional  aid  to  applicants,  the  rule  as  proposed  has 
been  further  amended  to  include  §§  1.311(b)(1)  and  (b)(2)  that 
can  act  as  safety  mechanisms.  Where  it  is  clear  that  an 
applicant  actually  intends  to  pay  the  issue  fee  such  as  by 
submitting  an  incorrect  issue  fee  amount,  or  completing  the 
issue  fee  transmittal  form  provided  by  the  Office  with  the 
notice  of  allowance,  a  general  authorization  to  pay  fees  or  a 
specific  authorization  to  pay  the  issue  fee,  submitted  prior  to 
the  mailing  of  a  notice  of  allowance,  will  be  allowed  to  act  as 
payment  of  the  correct  issue  fee. 

Thus,  it  is  not  seen  that  the  proposal  to  eliminate  the  preau- 
thorization  to  pay  the  issue  fee  would  have  any  adverse  ejQFects 
on  our  customers. 

The  suggestion  of  eUminating  preauthorization  of  payment  of 
the  issue  fee  was  discussed  in  Topic  19  of  the  Advance  Notice 
and  received  a  generally  favorable  response.  Many  patent 
attorneys  stated  that  they  considered  preauthorization  a  dan- 
gerous practice  which  they  would  not  use.  Others  thought  that 
preauthorization  was  an  important  safety  feature,  and  that  the 
Office  should  fix  the  internal  clerical  problems  which  were 
motivating  the  change. 

Comment  72:  One  comment  was  received  in  response  to  the 
Notice  of  Proposed  Rulemaking.  The  comment  supported  the 
change,  particularly  in  view  of  the  stricter  standards  proposed 
to  §§  1.312  and  1.313. 

Section  1.312:  The  proposal  to  amend  §  1.312  was  not 
proceeded  with  in  this  final  rule,  but  has  been  included  in  the 
interim  rule  Changes  to  Application  Examination  and  Provi- 
sional Application  Practice.  65  FR  14865  (March  20,  2000), 
1233  OS.  Gaz.  Pat.  Office  47  (April  11,  2000). 

Section  1.313:  The  proposal  to  amend  §  1.313  was  not 
proceeded  with  in  this  final  rule,  but  has  been  included  in  the 
interim  rule  Changes  to  Application  Examination  and  Provi- 
sional Application  Practice.  65  FR  14865  (March  20,  2000), 
1233  OS.  Gaz.  Pat.  Office  47  (April  11,  2000). 

Section  1.314:  Section  1.314  is  amended  to  change  the 
reference  to  the  fee  set  forth  in  "  §  1.1 7(i)"  to  the  fee  set  forth 
in  "  §  1.17(h)."  This  change  is  for  consistency  with  the  changes 
to  §§  1.17(h)  and  §  1.17(i).  See  discussion  of  changes  to  §§ 
1.17(h)  and  1.17(i). 

Section  1.322:  Section  1.322(a)  is  amended  to  create  §§ 
1.322(a)(1)  through  (a)(4),  and  to  incorporate  the  provisions  of 
35  U.S.C.  254. 

Section  1.322(a)(1)  provides  that  the  Commissioner  may  issue 
a  certificate  of  correction  to  correct  a  mistake  in  a  patent, 
incurred  through  the  fault  of  the  Office,  which  mistake  is 
clearly  disclosed  in  the  records  of  the  Office.  Section 
1 .322(a)(  1  )(i)  provides  that  a  certificate  of  correction  may  be 
issued  at  the  request  of  patentee  or  the  patentee's  assignee. 
Section  1.322(a)(l)(ii)  provides  that  a  certificate  of  correction 
may  be  issued  sua  sponte  by  the  Commissioner  for  mistakes 
that  the  Office  discovers.  Section  1.322(a)(l)(iii)  provides  that 
a  certificate  of  correction  may  be  issued  based  on  information 
supplied  by  a  third  party. 

Section  1.322(a)(2)(i)  provides  that  there  is  no  obligation  on 
the  Office  to  act  on  or  respond  to  submissions  of  information 
or  requests  to  issue  a  certificate  of  correction  by  a  third  party 
under  §  1.322(a)(l)(iii).  The  provisions  of  §§  1.322(a)(l)(iii) 
and  (a)(2)  are  intended  to  provide  the  Office  flexibility  in 
handling  a  request  by  a  third  party  without  an  obligation  to  do 
so.  Section  1.322(a)(2)(ii)  provides  that  a  paper  submitted  by  a 
third  party  under  this  section  will  not  be  made  of  record  in  the 
file  that  it  relates  to  nor  be  retained  by  the  Office.  The  Office, 


however,  will  review  such  paper  to  determine  whether  the 
Office  wishes  to  proceed  with  a  certificate  of  correction  based 
on  the  information  supphed  in  such  a  paper. 

Section  1.322(a)(3)  continues  to  provide  that  if  the  request 
relates  to  a  patent  involved  in  an  interference,  the  request  must 
comply  with  the  requirements  of  this  section  and  be  accom- 
panied by  a  motion  under  §  1.635. 

Section  1.322(a)(4)  continues  to  provide  that  the  Office  will 
not  issue  such  a  certificate  on  its  own  initiative  without  first 
notifying  the  patentee  (including  any  assignee  of  record)  at  the 
correspondence  address  of  record  and  affording  the  patentee  an 
opportunity  to  be  heard. 

The  certificate  of  correction  practice  re  third  parties  applies  to 
requests  by  third  parties  filed  on  or  after  two  months  from  the 
date  of  publication  in  the  Federal  Register. 

The  former  wording  of  §  1.322(a)  contained  language  ("cer- 
tificate will  not  be  issued  at  the  request  or  suggestion  of  anyone 
not  owning  an  interest  in  the  patent .  .  .  without  first  notifying 
the  patentee")  which  has  led  third  parties  to  conclude  that  they 
have  standing  to  demand  that  the  Office  issue,  or  refuse  to 
issue,  a  certificate  of  correction.  Third  parties  do  not  have 
standing  to  demand  that  the  Office  issue,  or  refuse  to  issue,  a 
certificate  of  correction.  See  Hallmark  Cards.  Inc.  v.  Lehman. 
959  F  Supp.  539,  543-44,  42  USPQ2d  1134,  1138  (D.D.C. 
1997).  Section  1.322(a)(2),  therefore,  has  been  amended  to 
clarify  that  third  parties  do  not  have  standing  to  demand  that 
the  Office  act  on,  respond  to,  issue,  or  refuse  to  issue  a 
certificate  of  correction. 

The  Office  is,  however,  cognizant  of  the  need  for  the  public  to 
have  correct  information  about  published  patents  and  may 
therefore  accept  information  about  mistakes  in  patents  from 
third  parties  and  may  issue  certificates  of  correction  based 
upon  that  information  (whether  or  not  it  is  accompanied  by  a 
specific  request  for  issuance  of  a  certificate  of  correction),  § 
1.322(a)(l)(iii).  The  Office  intends  to  retain  its  discretion  under 
35  U.S.C.  254  and  may  not  issue  a  certificate  of  correction 
even  if  a  mistake  is  identified,  particularly  if  the  identified 
mistake  is  not  a  significant  one  that  would  justify  the  cost  and 
time  to  issue  a  certificate  of  correction  even  if  requested  by  the 
patentee  or  patentee's  assignee. 

When  such  information  (about  mistakes  in  patents)  is  received 
by  the  Office,  the  Office  does  not  intend  to  correspond  with 
third  parties  about  the  information  they  submitted  either  to 
inform  the  third  parties  of  whether  it  intends  to  issue  a 
certificate  of  correction  or  to  issue  a  denial  of  any  request  for 
issuance  of  a  certificate  of  correction  that  may  accompany  the 
information.  The  Office  will  confirm  to  the  party  submitting 
such  information  that  such  information  has  in  fact  been 
received  by  the  Office  if  a  stamped,  self- addressed  post  card 
has  been  submitted.  See  MPEP  503. 

The  proposed  amendment  to  the  rule  set  forth  in  the  Notice  of 
Proposed  Rulemaking  was  intended  to  exclude  third  parties 
from  submitting  requests  for  certificates  of  correction. The  final 
rule  language  has  been  modified  to  permit  third  parties  to 
submit  information  about  mistakes  in  patents,  while  clarifying 
that  the  Office  need  not  act  on  that  information  or  deny  any 
accompanying  request  for  issuance  of  a  certificate  of  correc- 
tion. The  Office  may  choose  to  issue  a  certificate  of  correction 
on  its  own  initiative  based  on  the  information  supplied  by  a 
third  party  if  it  desires  to  do  so.  Accordingly,  a  fee  for 
submission  of  the  information  by  a  third  party  has  not  been 
imposed. 

The  Office  in  implementing  the  rule  (and  in  setting  forth  the 
implementation  in  the  MPEP)  will  consider  establishing  guide- 
lines for  the  types  of  mistakes  that  it  will  issue  a  certificate  of 
correction  for  (as  the  rule  does  not  represent  a  requirement  on 
the  Office  but  is  permissive  in  nature  as  is  35  U.S.C.  254  that 
states  that  the  "Commissioner  may  issue  a  certificate  of 
correction"  but  does  not  require  the  Commissioner  to  do  so). 

Comment  73:  One  comment  supported  the  proposed  amend- 
ment as  it  clarified  that  third  parties  do  not  have  a  right  to 
demand  issuance  of  a  certificate  of  correction.  Two  comments 
opposed  the  proposed  amendment  arguing  that  the  public  has 
a  right  to  know  about  apparent  errors,  such  as  by  a  third  party 
requesting  a  certificate  of  correction. 
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Response:  The  comments  have  been  adopted  in  a  compromise 
whereby  the  rule  has  been  amended  to  clarify  that  third  parties 
do  not  have  a  right  to  request  issuance  of  a  certificate  of 
correction,  but  that  the  Office  will  accept  information  regard- 
ing mistakes  about  published  patents  and  may  issue  at  its  own 
initiative,  after  notice  to  the  patentee  or  the  patentee's  assignee, 
a  certificate  of  correction  for  significant  mistakes. 

Section  1.323:  Section  1.323  is  amended  to  provide  that  the 
Office  may  issue  a  certificate  of  correction  under  the  conditions 
specified  in  35  U.S.C.  255  at  the  request  of  the  patentee  or  the 
patentee's  assignee,  upon  payment  of  the  fee  set  forth  in  § 
1.20(a).  The  specific  conditions  set  forth  in  the  statute  that 
were  previously  set  forth  in  the  rule  have  been  replaced  by  a 
reference  in  the  rule  to  the  statute.  Section  1.323  continues  to 
provide  that  if  the  request  relates  to  a  patent  involved  in  an 
interference,  the  request  must  comply  with  the  requirements  of 
this  section  and  be  accompanied  by  a  motion  under  §  1.635. 

Section  1.324:  Section  1.324  has  its  title  revised  to  reference 
the  statutory  basis  for  the  rule,  35  U.S.C.  256.  It  is  particularly 
important  to  recognize  that  35  U.S.C.  256,  the  statutory  basis 
for  corrections  of  inventorship  in  patents  under  §  1.324,  is 
stricter  than35  U.S.C.  116,  the  statutory  basis  for  corrections  of 
inventorship  in  applications  under  1.48.  35  U.S.C.  256  requires 
"on  application  of  all  the  parties  and  assignees,"  while  35 
U.S.C.  116  does  not  have  the  same  requirement.  Thus,  the 
flexibility  under  35  U.S.C.  116,  and  §  1.48,  wherein  waiver 
requests  under  §  1.183  may  be  submitted  (e.g.,  MPEP  201.03 
(under  the  heading  "Statement  of  Lack  of  Deceptive  Inten- 
tion")), is  not  possible  under  35  U.S.C.  256,  and  §  1.324. 

Section  1.324(b)(1)  is  revised  to  eliminate  the  requirement  for 
a  statement  from  an  inventor  being  deleted  stating  that  the 
inventorship  error  occurred  without  deceptive  intent.  The 
revision  is  made  to  conform  Office  practice  to  judicial  practice 
as  enunciated  in  Stark  v.  Advanced  Magnetics.  Inc..  119  F.3d 
1551,  43  USPQ2d  1321  (Fed.  Cir.  1997),  which  held  that  35 
U.S.C.  256  only  requires  an  inquiry  into  the  intent  of  a 
nonjoined  inventor.  The  clause  stating  "such  error  arose 
without  deceptive  intent  on  his  part"  was  interpreted  by  the 
court  as  being  applicable  only  when  there  is  an  error  where  an 
inventor  is  not  named  and  not  when  there  is  an  error  where  a 
person  is  named  as  an  inventor. While  the  decision  recognized 
that  the  Office's  former  additional  inquiry  as  to  inventors 
named  in  error  was  appropriate  under  35  U.S.C.  256  when  read 
in  conjunction  with  inequitable  conduct  standards,  the  Office 
no  longer  wishes  to  conduct  an  inquiry  broader  in  scope  than 
what  would  be  conducted  had  the  matter  been  raised  in  a  court 
proceeding  rather  than  under  §  1.324. 

Elimination  in  §  1.324  of  the  requirement  for  a  statement  from 
the  inventor  being  deleted  to  correct  an  inventorship  error  in  a 
patent  is  effective  on  the  date  of  publication  in  the  Federal 
Register. 

Section  1.324(b)(2),  which  requires  a  statement  from  the 
current  named  inventors  either  agreeing  to  the  requested 
change  or  stating  that  they  have  no  disagreement  to  the 
requested  change,  is  not  revised.  Section  1.324(b)(2)  in  com- 
bination with  1.324(b)(1)  ensures  comphance  with  the  require- 
ment of  the  statute  for  application  by  all  the  parties,  which 
requirement  is  separate  from  the  requirement  that  certain 
parties  address  the  lack  of  deceptive  intent  in  the  inventorship 
error. 

Section  1.324(c)  is  a  newly  added  paragraph  to  reference  §§ 
1.48,  1.497,  and  §  1.634  for  corrections  of  inventorship  in 
national  applications,  international  applications,  and  interfer- 
ences, respectively. 

Comment  74:  Two  comments  state  that  when  adding  an 
inventor  to  a  patent,  a  new  oath  or  declaration  under  §  1.63 
should  be  required  for  all  inventors,  including  the  inventor  to 
be  added.  This  is  seen  to  be  required  by  35  U.S.C.  115. 

Response:  The  comments  are  not  adopted.  The  change  pro- 
posed to  §  1.324  was  directed  to  statements  of  lack  of 
deceptive  intent  and  not  to  the  advisability  of  adding  a  §  1.63 
declaration  requirement;  however,  the  suggested  change  will 
be  addressed  substantively. 


35  U.S.C.  115  requires  an  applicant  to  make  an  oath  that  he 
believes  himself  to  be  the  original  and  first  inventor  of  the 
invention  for  which  he  solicits  a  patent.  The  statute  is  directed 
to  applicant's  filing  of  an  application  for  a  patent.  35  U.S.C. 
256  is  directed  to  correction  of  the  inventorship  in  an  issued 
patent  and  does  not  explicitly  require  the  execution  of  a  new 
oath/declaration.  The  statute  does  require  application  of  all  the 
parties  and  assignees,  a  requirement  that  is  met  by  the 
provisions  of  §§  1.324(b)(1)  and  (b)(2)  (for  the  inventors),  and 
§  1.324(c)  (for  the  assignees). 

Moreover,  the  major  utihty  of  a  §  1.63  declaration,  as  far  as  the 
Office  is  concerned,  is  providing  the  inventors  specific  recog- 
nition of  the  need  to  disclose  material  information  to  the  Office 
to  aid  in  examination  of  their  applications.  Corrections  relating 
to  §  1.324  are  directed  to  changes  in  inventorship  and  cannot 
at  that  time  cause  further  examination  of  the  application 
notwithstanding  any  change  in  the  inventorship  viz-a-viz  prior 
art. 

Section  1.366:  Section  1.366(c)  is  amended  to  continue  to 
provide  that  a  maintenance  fee  payment  must  include  the 
patent  number  and  the  application  number  of  the  United  States 
application  for  the  patent  on  which  the  maintenance  fee  is 
being  paid,  and  to  further  provide  that  if  the  payment  includes 
identification  of  only  the  patent  number  (i.e.,  does  not  identify 
the  application  number  for  the  patent  on  which  the  mainte- 
nance fee  is  being  paid),  the  Office  may  apply  the  payment  to 
the  patent  identified  by  patent  number  in  the  payment  or  may 
return  the  payment.  The  Office  requires  the  application  number 
to  detect  situations  in  which  a  maintenance  payment  is 
submitted  for  the  incorrect  patent  (e.g.,  due  to  a  transposition 
error  in  the  patent  number).  Nevertheless,  a  significant  number 
of  maintenance  fee  payments  contain  only  the  patent  number 
and  not  the  application  number  for  the  patent  on  which  the 
maintenance  fee  is  being  paid. 

That  the  Office  under  §  1.366  may  apply  a  maintenance  fee 
payment  where  only  the  patent  number  is  identified  is  effective 
on  the  date  of  pubUcation  in  the  Federal  Register. 

The  change  to  §  1.366(c)  will  permit  the  Office  to  streamline 
processing  of  maintenance  fee  payments  that  lack  the  applica- 
tion number  for  the  patent  on  which  the  maintenance  fee  is 
being  paid.  The  Office  intends  to  treat  payments  that  do  not 
contain  both  a  patent  number  and  application  number  as 
follows:  First,  a  reasonable  attempt  will  be  made  to  contact  the 
person  who  submitted  the  payment  (patentee  or  agent)  by 
telephone  to  confirm  the  patent  number  and  application  num- 
ber of  the  patent  for  which  the  maintenance  fee  is  being  paid. 
Second,  if  such  an  attempt  is  not  successful  but  the  payment 
includes  at  least  a  patent  number,  the  payment  will  be 
processed  as  a  maintenance  fee  paid  for  the  patent  number 
provided,  and  the  person  who  submitted  the  payment  will  be 
sent  a  letter  informing  him  or  her  of  the  patent  number  and 
application  number  of  the  patent  to  which  the  maintenance  fee 
was  posted  and  given  a  period  of  time  within  which  to  file  a 
petition  under  1.377  along  with  the  petition  fee  if  the  mainte- 
nance fee  was  not  posted  to  the  patent  for  which  the  payment 
was  intended.  If  the  payment  does  not  include  a  patent  number 
(e.g.,  includes  only  an  application  number),  the  payment  will 
be  returned  to  the  person  who  submitted  the  payment. 

Section  1.446:  Section  1.446  is  amended  so  that  its  refund 
provisions  are  consistent  with  the  refund  provisions  of  §  1.26. 
See  discussion  of  §  1.26. 

Section  1.497:  Section  1.497(b)(2)  has  been  amended  in  a 
manner  consistent  with  §  1.64(b).  Therefore,  §  1.497(b)(2)  is 
amended  to  refer  to  any  supplemental  oath  or  declaration  and 
to  provide  that  if  the  person  making  the  oath  or  declaration  is 
the  legal  representative,  the  oath  or  declaration  shall  state  that 
the  person  is  the  legal  representative  and  shall  state  the 
citizenship  (pursuant  to  35  U.S.C.  115  and  117),  residence,  and 
mailing  address  of  the  legal  representative.  In  addition,  § 
1.497(b)(2)  is  amended  to  delete  the  requirement  that  the  oath 
or  declaration  state  the  facts  required  by  §§  1.42,  1.43,  and 
1.47.These  facts  are  not  required  to  be  in  the  §  1.497  oath  or 
declaration  and  should  be  included  in  a  separate  paper  or  a 
petition  under  §  1 .47  and  be  signed  by  a  person  with  firsthand 
knowledge  of  the  facts. 

Section  1 .497(d)  provides  for  the  situation  in  which  an  oath  or 
declaration  filed  pursuant  to  35  U.S.C.  371(c)(4)  and  §  1.497 
names  an  inventive  entity  different  from  the  inventive  entity 
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set  forth  in  the  international  application.  Section  1.497(d)  is 
added  to  provide  that  such  an  oath  or  declaration  must  be 
accompanied  by:  (1)  a  statement  from  each  person  being  added 
as  an  inventor  and  from  each  person  being  deleted  as  an 
inventor  that  any  error  in  inventorship  in  the  international 
application  occurred  without  deceptive  intention  on  his  or  her 
part;  (2)  the  processing  fee  set  forth  in  §  1.1 7(i);  and  (3)  if  an 
assignment  has  been  executed  by  any  of  the  original  named 
inventors,  the  written  consent  of  the  assignee  (see  §  3.73(b)). 
Thus,  naming  a  different  inventive  entity  in  an  oath  or 
declaration  filed  to  enter  the  national  stage  under  35  U.S.C. 
37 1  in  an  international  application  is  not  analogous  to  the  filing 
of  an  oath  or  declaration  to  complete  an  application  under  35 
U.S.C.  111(a)  (which  operates  to  name  the  new  inventive 
entity  under  §§  1.41(a)(1)  and  1.48(f)(1)),  but  is  analogous  to 
correction  of  inventorship  under  §  1.48(a). 

Section  1 .497(e)  is  added  to  explicitly  state  that  the  Office  may 
require  such  other  information  as  may  be  deemed  appropriate 
under  the  particular  circumstances  surrounding  the  correction 
of  inventorship.  See  also  §  1.48(g). 

Section  1.510:  Section  1.510(b)(4)  is  amended  to  correspond 
to  §  1.173(a)  as  amended  by  the  instant  final  rule,  see  the 
discussion  as  to  the  amendment  of  §  1.173.  Section  1.510(b)(4) 
now  sets  forth  the  requirement  that  a  copy  of  the  patent  for 
which  reexamination  is  requested  must  be  submitted  in  double 
column  format,  on  single-sided  sheets  only.  It  is  considered 
advantageous  for  the  reexamination  and  reissue  provisions  to 
correspond  with  each  other  to  the  maximum  extent  possible,  in 
order  to  ehminate  confusion. 

The  double  column  format  on  single  sided  sheets  requirement 
applies  only  to  requests  for  reexamination  filed  on  or  after  two 
months  from  the  date  of  publication  of  the  rule  in  the  Federal 
Register. 

Section  1.510(e)  is  provided  with  a  conforming  amendment  to 
the  amendment  made  to  §  1.530.  The  reference  in  §  1.510(e)  to 
"§  1.530(d)"  is  changed  to  "§  1.530"  in  view  of  the  presence 
of  amendment  material  in  §§  1.530(d)  through  (f). 

Section  1.530:  The  title  of  1.530  has  been  amended  to  include 
procedures  for  changes  in  inventorship  which  can  now  be 
made  during  a  reexamination  proceeding. 

Sections  1.530(d)(1),  (d)(2),  and  (d)(6)  are  amended  and 
rewritten  as  §§  1.530(d)(1),  (d)(2),  and  (d)(3).  Sections 
1.530(d)(3)  and  (d)(4)  are  redesignated  as  §§  1.530(j)  and  (k). 
Section  1.530(d)(5)  has  been  removed  and  replaced  with  a  new 
§  1.530(d)(4)  that  cross-references  §  1.52.  Section  1.52  has 
been  amended  to  extend  the  form  requirements  of  applications 
to  reexaminations  proceedings  where  applicable. 

Sections  1.530(e)  through  (i)  are  added,  to  provide  a  corre- 
spondence to  §§  1.173(b)  eLseg.  as  amended  by  the  instant 
final  rule,  see  the  discussion  as  to  the  amendment  of  §  1.173. 
It  is  considered  advantageous  for  the  reexamination  and 
reissue  provisions  to  correspond  with  each  other  to  the 
maximum  extent  possible,  in  order  to  eliminate  confusion.  The 
amendments  make  no  substantive  changes  to  reexamination 
practice. 

Section  1.530(d)(1)  is  clarified  to  note  that  the  paragraph 
applies  whether  or  not  an  amendment  is  submitted  on  paper  or 
compact  disc  pursuant  to  §§  1.96  and  1.825. 

Section  1.530(1)  is  added  to  make  it  clear  that  where  the 
inventorship  of  a  patent  being  reexamined  is  to  be  corrected,  a 
petition  for  correction  of  inventorship  which  complies  with  § 
1.324  must  be  submitted  during  the  prosecution  of  the  reex- 
amination proceeding.  If  the  petition  under  §  1.324  is  granted, 
a  certificate  of  correction  indicating  the  change  of  inventorship 
will  not  be  issued,  because  the  reexamination  certificate  that 
will  ultimately  issue  will  contain  the  appropriate  change-of- 
inventorship  information  (iLe.,  the  certificate  of  correction  is,  in 
effect,  merged  with  the  reexamination  certificate).  In  the  rare 
instances  where  the  reexamination  proceeding  terminates  but 
does  not  result  in  a  reexamination  certificate  under  §  1.570 
(reexamination  is  vacated  or  the  order  for  reexamination  is 
denied),  patentee  may  then  request  that  the  inventorship  be 
corrected  by  a  certificate  of  correction  indicating  the  change  of 
inventorship. 


Section  1.550:  Section  1.550(a)  is  amended  to  add  references 
to  newly  added  §§  1.105.  and  1.115. 

Section  1.550(b)  is  amended  to  clarify  that  responses  by  the 
owner  to  any  rejection  may  include  further  statements  "and/" 
or  proposed  amendments  or  new  claims. 

Section  1.550(c)  had  been  proposed  to  be  revised  into  § 
1.550(c)(1),  containing  the  current  subject  matter  of  § 
1.550(c),  and  a  §  1.550(c)(2)  containing  a  proposal  to  add  an 
"unintentional  delay"  relief  alternative  (to  that  of  "unavoidable 
delay")  for  a  reexamination  proceeding  that  is  terminated 
analogous  to  what  is  available  for  an  application  which  is 
abandoned.  The  relief  would  have  been  provided  in  the  form  of 
an  extension  of  time.  The  proposal  will  not  be  carried  forward 
in  view  of  §  4605(a)  of  the  "American  Inventors  Protection  Act 
of  1999,"  which  establishes  unintentional  delay  relief  for 
reexaminations.  Section  4605(a)  of  the  "American  Inventors 
Protection  Act  of  1999"  will  become  effective  on  November 
29,  2000.  The  Office  plans  to  provide  unintentional  delay  relief 
for  both  "ex  parte"  and  "inter  partes"  reexamination  under  § 
4605(a)  of  the  "American  inventors  Protection  Act  of  1999." 

Section  1.565:  Section  1.565(a)  is  amended  to  change  "shall" 
to  "must,"  as  a  conforming  change  with  §§  1.510(b)(4), 
1.173(a)(1),  and  1.178(b).  This  is  not  a  change  in  substance. 

Section  1.666:  Section  1.666(b)  is  amended  to  change  the 
reference  to  the  fee  set  forth  in  "  §  1.1 7(i)"  to  the  fee  set  forth 
in  "§  1.17(h)."  This  change  is  for  consistency  with  the  changes 
to  §§  1.17(h)  and  1.17(i).  See  discussion  of  changes  to  §§ 
1.17(h)  and  1.17(i). 

Section  1.720:  Section  1.720(b)  is  amended  to  clarify  that  a 
patent  extended  under  §  1.701  or  §  1.790  would  also  be 
eligible  for  patent  term  extension.  Section  1.720(g)  is  amended 
to  clarify  that  an  application  for  patent  term  extension  may  be 
timely  filed  during  the  period  of  an  interim  extension  under 
§1.790. 

Section  1.730:  Section  1.730  is  amended  to  add  new  §§ 
1.730(b),  (c),  and  (d)  which  state  who  should  sign  the  patent 
term  extension  application  and  what  proof  of  authority  may  be 
required  of  the  person  signing  the  application.  35  U.S.C.  156 
provides  that  an  application  for  patent  term  extension  must  be 
filed  by  the  patent  owner  of  record  or  an  agent  of  the  patent 
owner.  An  agent  of  a  patent  owner  could  be  either  a  licensee  of 
the  patent  owner  (for  example,  the  party  that  sought  permission 
from  the  Food  and  Drug  Administration  for  permission  to 
commercially  use  or  sell  a  product,  i^,  the  marketing  appli- 
cant), or  a  registered  attorney  or  agent.  Section  1.730(b) 
explains  that,  if  the  application  is  submitted  by  the  patent 
owner,  the  correspondence  must  be  signed  by  the  patent  owner 
or  a  registered  practitioner.  Section  1 .730(c)  states  that,  if  the 
application  is  submitted  by  an  agent  of  the  patent  owner,  the 
correspondence  must  be  signed  by  a  registered  practitioner, 
and  that  the  Ofiice  may  require  proof  that  the  agent  (e.g., 
marketing  applicant  or  registered  practitioner)  is  authorized  to 
act  on  behalf  of  the  patent  owner.  This  proof  is  generally  in  the 
form  of  a  letter  signed  by  the  patent  owner  authorizing  the 
marketing  applicant  to  act  on  behalf  of  the  patent  owner  in 
applying  for  term  extension.  Lastly,  §  1.730(d)  states  that  the 
Office  may  require  proof  of  authority  of  a  registered  practitio- 
ner who  signs  the  application  for  patent  term  extension  on 
behalf  of  the  patent  owner  or  the  agent  of  the  patent  owner. 
This  proof  of  authority  would  generally  be  in  the  form  of  a 
power  of  attorney  signed  by  the  patent  owner  and  establishing 
ownership  of  the  patent  by  reference  to  an  attached  assignment 
document  or  the  reel  and  frame  number  of  the  recorded 
assignment  document  as  set  forth  in  §  3.73(b). 

Section  1.740:  Currently,  for  each  product  claim,  method  of 
use  claim,  and  method  of  manufacturing  claim  which  reads  on 
the  approved  product,  a  showing  is  required  demonstrating  the 
manner  in  which  each  applicable  claim  reads  on  the  approved 
product. 35  U.S.C.  156  provides  that  a  patent,  which  includes 
one  of  the  following  three  categories  of  claims:  an  approved 
product,  method  of  using  an  approved  product,  and  method  of 
manufacturing  an  approved  product,  shall  be  extended  if 
certain  conditions  apply,  and  provides  rights  specific  to  the 
three  claim  categories.  See  35  U.S.C.  156(a)  and  (b).  35  U.S.C. 
156(d)  requires  that  an  application  for  extension  identify  each 
relevant  claim  of  the  patent  but  does  not  require  an  explanation 
of  how  each  identified  claim  of  the  patent  claims  the  approved 
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product,  or  a  method  of  use  of  an  approved  product,  or  a 
method  of  manufacturing  an  approved  product.  Often  one 
patent  contains  many  claims  to  an  approved  product,  but  once 
it  is  explained  how  one  such  claim  of  the  patent  claims  the 
approved  product,  further  explanation  as  to  other  claims  of  the 
patent  which  claim  the  approved  product  is  redundant.  It  is 
similarly  redundant  to  explain  how  multiple  claims  of  the 
patent  claim  the  method  of  using  an  approved  product,  or  the 
method  of  manufacturing  the  approved  product.  In  order  to 
reduce  the  time  required  to  prepare  and  review  an  application 
for  patent  term  extension,  the  rule  now  provides  that  only  one 
claim,  in  each  of  the  three  categories  of  claims  must  be 
explained  but  retains  the  statutory  requirement  that  all  claims 
relevant  to  each  of  the  three  categories  of  claims  be  identified. 

Section  1 .740(a)(9)  is  amended  to  provide  that  the  application 
for  patent  term  extension  need  only  explain  how  one  product 
claim  of  the  patent  claims  the  approved  product,  if  there  is  a 
claim  to  the  product.  In  addition,  the  application  need  only 
explain  how  one  method  of  use  claim  of  the  patent  claims  the 
method  of  use  of  the  approved  product,  if  there  is  a  claim  to  the 
method  of  use  of  the  product.  Lastly,  the  application  need  only 
explain  how  one  claim  of  the  patent  claims  the  method  of 
manufacturing  the  approved  product,  if  there  is  a  claim  to  the 
method  of  manufacturing  the  approved  product.  With  this 
change,  applicants  for  patent  term  extension  should  be  able  to 
reduce  the  time  required  to  prepare  the  application  since  at  the 
most  only  three  claims  have  to  be  addressed  rather  than  all  the 
claims  that  read  on  the  three  categories.  Each  claim  that  claims 
the  approved  product,  the  method  of  use  of  the  approved 
product,  or  the  method  of  manufacturing  the  approved  product 
is  still  required  to  be  listed.  See  35  U.S.C.  156(d)(1)(B). 

The  need  under  §  1.740(a)(9)  for  an  explanation  of  how  only 
one  claim  in  a  category  reads  on  the  approved  product,  or 
method  of  using,  or  method  of  manufacturing  is  effective  on 
the  date  of  publication  in  the  Federal  Register. 

Sections  1.740(a)(10)(i)  through  (a)(10)(v)  are  amended  to 
separate  the  text  therein  into  aid  in  comprehension  of  the  text. 

Section  1.740(a)(14)  is  amended  to  add  "and"  after  the 
semicolon,  since  the  paragraph  is  now  the  next  to  last  para- 
graph. 

Section  1.740(a)(15)  is  amended  to  change  the  semicolon  to  a 
period. 

Former  §  1.740(a)(16)  is  moved  to  §  1.740(b),  the  number  of 
copies  is  changed  from  two  to  three,  and  the  express  "certifi- 
cation" requirement  is  eliminated. 

Former  §  1.740(a)(17)  is  deleted  as  the  requirement  for  an  oath 
or  declaration  is  being  deleted  in  §  1.740(b). 

Section  1.740(b)  is  amended  to  delete  the  requirement  for  an 
oath  or  declaration  since  the  averments  set  forth  in  §  1.740(b) 
are  implicit  in  the  submission  of  an  application  for  patent  term 
extension  and  the  signature  on  the  application,  and  now 
contains  subject  matter  transferred  from  former  §  1.740(a)(16). 

The  deletion  of  the  oath/declaration  requirement  in  §  1 .740(b) 
is  effective  on  the  date  of  publication  in  the  Federal  Register. 

Section  1.740(c)  is  amended  to  increase  the  time  period  for 
reply  to  a  notice  of  informality  for  an  application  for  patent 
term  extension  from  one  month  to  two  months,  where  the 
notice  of  informality  does  not  set  a  time  period. 

Section  1.741:  Section  1.741(a)  is  amended  to  clarify  the 
language  to  reference  §§  1.8  and  1.10  instead  of  referencing 
the  rules  and  the  titles  of  the  rules.  Section  1.741(a)(5)  is 
amended  to  correct  the  format  of  the  citation  of  the  statute. 

Section  1.741(b)  is  amended  to  provide  that  requests  for 
review  of  a  decision  that  the  application  for  patent  term 
extension  is  incomplete,  or  review  of  the  filing  date  accorded 
to  the  application,  must  be  filed  as  a  petition  under  §  1.741 
accompanied  by  the  fee  set  forth  in  §  1.17(h),  rather  than  a 
petition  under  §  1.181,  that  the  petition  must  be  filed  within 
two  months  of  the  date  of  the  notice,  and  that  the  extension  of 
time  provisions  of  §  1.136  apply,  unless  the  notice  indicates 
otherwise. 


Section  1 .760:  Section  1.760  is  amended  to  correct  the  spelling 
of  "Official  Gazette." 

Section  1.780:  Section  1.780,  including  the  title,  is  amended  to 
use^  termifiolbgy  consistent  with  current  practice  by  inserting 
the  term  "order." 

Section  1.809:  The  following  proposed  changes  to  §  1.809  are 
being  held  in  abeyance  in  view  of  the  statutory  mandate  to 
consider  recommendations  of  a  required  study  (that  will  need 
to  be  done)  prior  to  drafting  regulatory  changes  affecting 
biological  deposits  (see  discussion  in  §  1.136):  Section 
1.809(b)  to  change  "respond"  to  "reply"  (see  §  1.111);  Section 
1.809(b)(1)  to  eliminate  the  language  discussing  payment  of 
the  issue  fee;  Section  1.809(c)  to  provide  that  if  an  application 
for  patent  is  otherwise  in  condition  for  allowance  except  for  a 
needed  deposit  and  the  Office  has  received  a  written  assurance 
that  an  acceptable  deposit  will  be  made,  applicant  will  be 
notified  and  given  a  period  of  time  within  which  the  deposit 
must  be  made  in  order  to  avoid  abandonment;  Section  1.809(c) 
to  provide  that  this  time  period  is  not  extendable  under  § 
1.136(a)  or  (b)  (see;  §  1.136(c));  Section  1.809(c)  to  eliminate 
the  language  stating  that  failure  to  make  a  needed  deposit  will 
result  in  abandonment  for  failure  to  prosecute,  because  aban- 
donment for  failure  to  prosecute  occurs  by  operation  of  law 
when  an  applicant  fails  to  timely  comply  with  such  a  require- 
ment (see  35  U.S.C.  133). 

Section  1.821:  The  Office  indicated  in  the  Notice  of  Proposed 
Rulemaking  that  the  submission  of  sequence  listings  on  paper 
is  a  significant  burden  on  the  applicants  and  the  Office,  and  that 
it  was  considering  changes  to  §  1.821  et  seq.  to:  (1)  permit  a 
machine-  readable  submission  of  the  nucleotide  and/or  amino 
acid  sequence  listings  to  be  submitted  in  an  appropriate 
archival  medium;  and  (2)  no  longer  require  the  voluminous 
paper  submission  of  nucleotide  and/or  amino  acid  sequence 
listings. 

Unlike  a  computer  program  listing  appendix  under  §  1 .96(c),  a 
sequence  listing  under  §  1.821  is  part  of  the  official  disclosure 
of  the  application.  Nevertheless,  as  §  4804(a)  of  the  "American 
Inventors  Protection  Act  of  1999"  amended  35  U.S.C.  22  to 
provide  that  the  Office  "may  require  papers  filed  in  the  Patent 
and  Trademark  Office  to  be  printed,  typewritten  or  on  an 
electronic  medium,"  the  Office  may  accept  or  even  require  the 
electronic  filing  of  material  in  a  patent  application. 

As  discussed  above  with  regard  to  the  amendments  to  §  1 .96, 
CD-ROM  and  CD-R  are  the  only  practical  electronic  media  of 
archival  quality.  The  "Sequence  Listing"  on  a  compact  disc, 
specified  by  §  1.52(e)  and  §  1.821(c),  would  serve  as  the 
"original"  of  the  sequence  listing,  in  lieu  of  the  paper,  yet 
offers  the  conveniences  of  small  size  and  ease  in  viewing. 
Thus,  the  Office  is  specifically  revising  §  1.821  et  seq.  to 
permit  applicants  to  submit  the  official  copy  of  the  sequence 
listing  either  on  paper  or  on  compact  discs. 

Though  the  sequence  listing  on  the  compact  disc  will  not  be 
entered  into  the  text  search  system  of  the  Office,  it  will  be 
searchable  through  the  usual  facilities  of  the  Automated 
Biotech  Search  System  after  the  patent  is  issued  or  the 
application  is  published.  It  will  be  available  to  the  pubfic 
through  channels  already  provided. 

Section  1.821(c)  is  amended  to  provide  that  a  "Sequence 
Listing"  must  be  submitted  either:  (I)  on  paper,  or  (2)  on  a 
compact  disc,  as  defined  in  the  amended  §  1.52(e)  and  as 
further  specified  in  §  1.823(a)(2).  For  nucleotide  and/or  amino 
acid  sequences,  no  change  is  made  to  the  computer  readable 
form  (CRF)  practice  under  §  1.821(e).  The  requirement  for  a 
paper  copy  of  the  sequences  under  §  1.821(c)  is  modified  to 
allow  applicants  to  satisfy  §  1.821(c)  with  either  a  paper 
version  as  under  the  former  practice  or  a  submission  on  a 
CD-ROM  or  CD-R  presented  in  duplicate.  Any  submission  on 
CD-ROM  or  CD-R  under  §  1.821(c)  is  in  addition  to  and  not 
a  replacement  for  the  CRF  required  under  §  1.821(e). 

Section  1.821(e)  concerning  the  computer  readable  form  has 
been  amended  only  as  to  matters  of  form.  The  compact  disc 
submitted  under  §  1.821(c)  may,  if  it  contains  no  tables,  be 
identical  to  the  CRF  submitted  under  §  1.821(e)  and  §  1.824, 
if  that  CRF  is  submitted  on  a  compact  disc.  Even  if  the 
compact  discs  submitted  under  §§  1.821(c)  and  (e)  are  identi- 
cal, each  compact  disc  submitted  under  §  1.821(c)  must  be 
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submitted  in  duplicate,  in  addition  to  the  CRF  copy  under  § 
1.821(e).  However,  the  right  of  the  applicant  to  submit  the  CRF 
on  other  media,  such  as  magnetic  disks,  tape  or  Zip  disks  has 
been  maintained. 

Section  1.821(f)  is  amended  for  consistency  with  the  provi- 
sions in  §  1.821(c)  that  permit  the  ofl&cial  copy  of  the 
"Sequence  Listing"  required  by  §  1.821(c)  to  be  a  paper  or  a 
CD-ROM  or  CD-R. 

Section  1.823:  Section  1.823(a)(2)  is  added  to  set  forth  the  new 
requirements  if  the  "Sequence  Listing"  submitted  pursuant  to  § 
1.821(c)  is  on  a  compact  disc. 

Section  1.823(a)(2)  is  amended  to  provide  that  any  "Sequence 
Listing"  submitted  under  1.821(c)  must  conform  to  the  speci- 
fications in  §  1.52(e).  The  compact  disc  that  is  used  to  submit 
the  "Sequence  Listing"  may  also  contain  tables  or  text  infor- 
mation from  the  figures  when  such  sections  of  the  application 
are  also  of  inconvenient  size  (over  50  pages).  The  tables  are 
often  used  as  explanatory  devices  in  the  biotechnology  appli- 
cations to  describe  the  sequences  and  their  purposes  and 
differences.  They  can  be  quite  lengthy.  As  an  example,  a  table 
of  over  30,000  pages  has  been  submitted. 

Section  1.824:  Section  1.824  is  amended  as  to  matters  of  form. 
Section  1.824(b)  is  amended  only  to  recognize  the  acceptabil- 
ity of  electronic  "Sequence  Listings"  created  under  the  MS- 
Windows  operating  system,  as  well  as  DOS  and  the  other 
operating  systenis  itemized  in  §  1.824(b)(2).  Section  1.824(c) 
is  amended  to  recognize  the  acceptabiUty  of  compact  discs, 
recordable  (CD-Rs)  as  a  submission  medium,  in  addition  to 
CD-ROMs.  The  generic  term  compact  disc  is  indicated. 

Section  1.825:  Section  1.825(a)  is  amended  to  provide  that  any 
amendment  to  the  compact  disc  copy  of  the  "Sequence 
Listing"  submitted  pursuant  to§  1.821(c)  must  be  made  by 
submission  of  a  new  compact  disc  containing  a  substitute 
"Sequence  Listing"  and  that  such  amendments  must  be  accom- 
panied by  a  statement  that  indicates  support  for  the  amendment 
in  the  application-as-filed,  and  a  statement  that  the  new 
compact  disc  includes  no  new  matter.  Section  1.825(b)  is 
amended  to  provide  that  any  amendment  to  the  CD-ROM  or 
CD-R  copy  of  the  "Sequence  Listing"  pursuant  to  §  1.825(a) 
must  be  accompanied  by  a  substitute  copy  of  the  computer 
readable  form  of  the  "Sequence  Listing"  required  pursuant  to 
§  1.821(e),  including  all  previously  submitted  data  with  the 
amendment  incorporated  therein,  and  accompanied  by  a  state- 
ment that  the  computer  readable  form  copy  is  the  same  as  the 
new  compact  disc  copy  of  the  "Sequence  Listing." 

Comments  received  on  this  section  are  addressed  above  in  the 
discussion  of  the  change  to  §  1.96. 

Part  3: 

Section  3.27:  Section  3.27  is  amended  to  eliminate  separate  §§ 
3.27(a)  and  (b).  The  rule  is  also  amended  to  eliminate  the 
reference,  under  former  §  3.27(b),  to  a  document  required  by 
Executive  Order  9424  which  does  not  affect  title,  and  to 
replace  the  reference  to  a  "petition"  with  a  reference  to  a 
"request"  in  conformance  witii  the  change  to  §  3.81. 

Section  3.71:  Section  3.71  is  revised  as  discussed  below.  In 
conjunction  with  this  revision,  the  section  is  broken  into  §§ 
3.71(a)  through  (d),  with  each  section  being  given  a  heading, 
in  order  to  more  clearly  delineate  the  topics  of  the  sections. 

Section  3.71(a)  clarifies  that  the  assignee  must  be  of  record 
pursuant  to  §  3.71(c)  in  a  U.S.  national  patent  application  or 
reexamination  proceeding  in  order  to  conduct  prosecution  in 
place  of  the  inventive  entity  (the  inventors  of  the  application) 
or  any  previous  assignee  that  was  entitled  to  conduct  prosecu- 
tion. 

Section  3.71(b)  is  added  to  clarify  and  define  what  is  meant  by 
the  §  3.71(a)  assignee  which  may  conduct  the  prosecution  of  a 
U.S.  national  application  for  a  patent  or  reexamination  pro- 
ceeding. 

A  national  patent  application  is  owned  by  the  inventor(s),  the 
assignee(s)  of  the  inventor(s),  or  some  combination  of  the  two. 
All  parties  having  a  portion  of  the  ownership  must  act  together 
in  order  to  be  entitled  to  conduct  the  prosecution. 


If  there  is  an  assignee  of  the  entire  right,  title  and  interest  in  the 
patent  application,  §  3.71(b)(1)  states  that  the  single  assignee 
may  act  alone  to  conduct  the  prosecution  of  an  appUcation. 

If  there  is  no  assignee  of  the  entire  right,  title  and  interest  of  the 
patent  apphcation,  then  two  possibilities  exist:  First:  the 
application  is  not  assigned;  thus,  ownership  resides  solely  in 
the  inventor(s)  (i^,  the  applicant(s)).  In  this  situation,  §  3.71 
does  not  apply  since  there  is  no  assignee,  and  the  single 
inventor,  or  the  combination  of  all  the  joint  inventors,  is 
needed  to  conduct  the  prosecution  of  an  application.  Second: 
the  application  has  been  assigned;  thus,  there  is  at  least  one 
"partial  assignee."  As  pointed  out  in  §  3.71(b)(2),  a  partial 
assignee  is  any  assignee  of  record  who  has  less  than  the  entire 
right,  title  and  interest  in  the  appUcation  (or  patent  being 
reexamined).  The  application  will  be  owned  by  the  combina- 
tion of  all  partial  assignees  and  all  inventors  who  have  not 
assigned  away  their  right,  title,  and  interest  in  the  apphcation. 
Section  3.71(b)(2)  points  out  that  where  at  least  one  inventor 
retains  an  ownership  interest  together  with  the  partial  assign- 
ee(s),  the  combination  of  all  partial  assignees  and  all  inventors 
retaining  ownership  interest  is  needed  to  conduct  the  prosecu- 
tion of  an  application.  Where  no  inventor  retains  an  ownership 
interest,  the  combination  of  all  partial  assignees  is  needed  to 
conduct  the  prosecution  of  an  appUcation. 

To  illustrate  this,  note  as  follows.  Inventors  A  and  B  invent  a 
process  and  file  their  application.  Inventors  A  and  B  together 
may  conduct  prosecution.  Inventor  A  then  assigns  Ms/her 
rights  in  the  appUcation  to  Corporation  X.  As  soon  as  Corpo- 
ration X  (now  a  partial  assignee)  is  made  of  record  in  the 
appUcation  as  a  partial  assignee  (by  filing  a  statement  pursuant 
to  §  3.73(b)  stating  fifty  percent  ownership).  Corporation  X 
and  Inventor  B  together  may  conduct  prosecution.  Corporation 
X  and  Inventor  B  then  both  assign  their  rights  in  the  applica- 
tion to  Corporation  Y.  As  soon  as  Corporation  Y  (now  an 
assignee  of  the  entire  right,  title  and  interest)  is  made  of  record 
in  the  application  as  the  assignee  (by  filing  a  statement 
pursuant  to  §  3.73(b)  stating  one-hundred  percent  ownership), 
Corporation  Y  may,  by  itself,  conduct  prosecution. 

This  definition  of  the  assignee  would  apply  wherever  the 
assignee  is  permitted  to  take  action  in  the  prosecution  of  an 
appUcation  for  patent  or  reexamination  proceeding. 

Section  3.71(c)  defines  the  meaning  of  the  term  "of  record" 
used  in  §  3.71(b).  An  assignee  is  made  of  record  in  an 
application  by  fiUng  a  statement  which  is  in  compUance  with  § 
3.73(b).  The  statement  must  be  signed  by  a  party  authorized  to 
act  on  behalf  of  the  assignee  as  defined  in  §  3.73(b)(2).  See 
also  MPEP  324.  Note  that  the  assignee  being  made  "of  record" 
in  an  application  is  different  from  the  recording  of  an  assign- 
ment in  the  assignment  records  of  the  Office  pursuant  to  §  3. 1 1 . 
Recording  in  the  assignment  records  is  not  sufficient  to 
establish  a  new  assignee  in  an  individual  application  or 
reexamination  proceeding;  a  §  3.73(b)  statement  must  be  filed 
in  the  individual  appUcation  or  proceeding  to  establish  the  new 
assignee  for  that  application  or  reexamination  proceeding. 

Sections  3.71(a)  through  (c)  have  been  drafted  to  aUow  for  the 
situation  where  an  assignee  takes  action  in  the  prosecution  of 
a  reexamination  proceeding  (in  addition  to  that  where  a  patent 
appUcation  is  involved).  In  a  reexamination  proceeding,  the 
assignee  must  have  the  entire  right,  title  and  interest  in  the 
patent  upon  which  reexamination  is  based. 

Section  3.71(d)  ,  concerning  trademarks,  expands  the  list  of 
actions  an  assignee  may  take  or  request.  Specifically,  an 
assignee  may  also  rely  on  its  Federal  trademark  application  or 
registration  when  filing  papers  against  a  third  party.  This 
subsection  also  corrects  the  inappropriate  use  of  the  term 
"prosecution"  when  referring  to  maintaining  a  registered 
trademark. 

In  various  places  in  §  3.71,  "national"  has  been  added  before 
"application."  Section  3.71  is  directed  to  national  applications 
as  defined  in  §  1.9(a)(1)  and  not  to  international  (PCT) 
appUcations.  In  an  international  (PCT)  appUcation  the  assignee 
is  often  the  appUcant  for  some,  or  all,  of  the  designated  states 
(except  the  U.S.)  and  may  control  prosecution  as  the  applicant. 
Section  3.71  would  apply  to  international  appUcations  after 
entry  into  the  U.S.  national  stage  under  35  U.S.C.  371. 
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Section  3.73:  Section  3.73(a),  the  second  sentence  is  revised  to 
include  a  trademark  registration,  in  addition  to  a  trademark 
application  which  is  currently  recited.  The  sentence  has  been 
revised  to  read:  "The  original  applicant  is  presumed  to  be  the 
owner  of  a  trademark  application  or  registration,  unless  there  is 
an  assignment." 

Section  3.73(b)  is  revised  for  clarity  and  paragraph  formatting, 
creating  §§  3.73(b)(1)  and  (b)(2).  Section  3.73(b)(1)  clarifies 
that  the  statement  establishing  ownership  must  explicitly 
identify  the  assignee  (by  adding  the  language  "a  signed 
statement  identifying  the  assignee").  Section  3.73(b)(1)  makes 
it  clear  that  while  the  submission  establishing  ownership  is 
separate  from,  and  in  addition  to,  the  specific  action  taken  by 
the  assignee  (e.g.,  appointing  a  new  attorney),  the  two  may  be 
presented  together  as  part  of  the  same  paper.  This  clarification 
has  been  effected  by  adding  "The  establishment  of  ownership 
by  the  assignee  may  be  combined  with  the  paper  that  requests 
or  takes  the  action." 

Previously,  §  3.73(b)  required  that  the  submission  (statement) 
establishing  ownership  "must  be  signed  by  a  party  authorized 
to  act  on  behalf  of  the  assignee."  Section  3.73(b)(2)  now 
clarifies  what  is  acceptable  to  show  that  the  party  signing  the 
submission  is  authorized  to  act  on  behalf  of  the  assignee.  The 
submission  could  include  a  statement  that  the  party  signing  the 
submission  is  authorized  to  act  on  behalf  of  the  assignee, 
pursuant  to  §  3.73(b)(2)(i).  Alternatively,  the  submission  could 
be  signed  by  a  person  having  apparent  authority  to  sign  on 
behalf  of  the  assignee,  e^,  an  officer  of  the  assignee,  pursuant 
to§  3.73(b)(2)(ii). 

In  the  first  case,  the  statement  that  the  party  signing  the 
submission  is  authorized  to  act  on  behalf  of  the  assignee  could 
be  an  actual  statement  included  in  the  text  of  the  submission 
that  the  signing  person  "is  authorized  to  act  on  behalf  of  the 
assignee."  Alternatively,  it  could  be  in  the  form  of  a  resolution 
by  the  organization  or  business  entity  owning  the  property 
(e.g.,  a  corporate  resolution,  a  partnership  resolution)  included 
with  the  submission. 

In  the  second  case,  the  title  of  the  person  signing  must  be  given 
in  the  submission,  or  in  some  other  paper  of  record,  and  it  must 
be  a  title  which  empowers  the  person  to  act  on  behalf  of  the 
assignee.  The  president,  vice-president,  secretary,  treasurer, 
and  chairman  of  the  board  of  directors  are  presumed  to  have 
authority  to  act  on  behalf  of  the  organization.  Modifications  of 
these  basic  titles  are  acceptable,  such  as  vice-president  for 
sales,  executive  vice-president,  assistant  treasurer,  vice-chair- 
man of  the  board  of  directors.  A  title  such  as  manager,  director, 
administrator,  or  general  counsel  does  not  clearly  set  forth  that 
the  person  is  an  officer  of  the  organization,  and  as  such,  does 
not  provide  a  presumption  of  authority  to  sign  the  statement  on 
behalf  of  the  assignee.  A  power  of  attorney  from  the  inventors 
or  the  assignee  to  a  practitioner  to  prosecute  an  application 
does  not  make  that  practitioner  an  official  of  an  assignee  and 
does  not  empower  that  practitioner  to  sign  the  statement  on 
behalf  of  the  assignee. 

New  §  3.73(c)(1)  requires  that  the  submission  establishing 
ownership  by  the  assignee  must  be  submitted  prior  to,  or  at  the 
same  time,  as  the  paper  requesting  or  taking  action  is  submit- 
ted. If  the  submission  establishing  ownership  is  not  present,  the 
action  sought  to  be  taken  will  not  be  given  effect.  If  the 
submission  establishing  ownership  is  submitted  at  a  later  date, 
that  date  will  be  the  date  of  the  request  for  action  or  action 
taken. 


New  §  3.73(c)(2)  points  out  that  for  patents,  if  an  assignee  of 
less  than  the  entire  right,  title  and  interest  (Le.,  a  partial 
assignee)  fails  to  indicate  in  the  submission  the  extent  (e.^,,  by 
percentage)  of  its  ownership  interest,  the  Office  may  refuse  to 
accept  the  submission  as  an  establishment  of  ownership. 

Section  3.81:  Section  3.81  was  proposed  to  be  amended  to 
ehminate  entirely  the  provisions  of  §  3.81(b),  which  provide  a 
petition  remedy  to  have  the  patent  issue  to  the  assignee  where 
a  petition  for  such  issuance  is  submitted  after  the  date  of 
payment  of  the  issue  fee.  The  Office  is  not  proceeding  with  this 
proposal  in  this  final  rule  but  it  is  eliminating  the  requirement 
for  a  petition. 


Section  3.81  has  been  amended  to  reformat  the  section  by 
removing  material  from  §  3.81(a)  relating  to  partial  assignees 
and  placing  it  in  new  §  3.81(c)  that  applies  to  both  §§  3.81(a) 
and  (b).  Titles  for  §§  3.81(a)  through  (c)  have  been  added. 

Section  3.81  has  been  amended  to  permit  proof  of  the 
application's  assignment  to  be  submitted  with  or  after  the 
payment  of  the  issue  fee  so  that  a  patent  may  issue  in  the 
name(s)  of  the  assignee(s)  consistent  with  the  application's 
assignment.  The  need  for  a  petition  after  the  issue  fee  has  been 
paid  has  been  eliminated  as  the  Office  intends  to  comply  with 
requests  to  issue  patents  in  the  names  of  assignee(s).  Obvi- 
ously, the  extent  to  which  the  Office  can  comply  with  such 
requests  will  depend  upon  the  time  frames  of  when  the  request 
is  filed,  the  time  it  takes  to  match  the  request  with  the  file,  and 
when  the  application  is  due  to  issue  as  a  patent. 

Section  3.81  formerly  required  that  the  assignment  had  to  have 
been  recorded  among  the  Office's  assignment  records  before  a 
patent  could  be  issued  to  the  assignee(s).  An  applicant  could 
comply  with  this  requirement  by  submitting  the  assignment 
along  with  directions  to  record  it  among  the  Office's  assign- 
ment records  at  the  same  time  that  the  issue  fee  and  the 
PTOL-85B  form  are  filed.  Revised  §  3.81  now  provides 
another  option.It  is  now  permitted  to  rely  on  a  §  3.73(b) 
statement,  which  would  require  that  a  copy  of  the  assignment 
be  supplied  but  the  assignment  would  not  have  to  be  recorded. 
Thus,  if  the  assignment  is  already  recorded  in  the  Office, 
applicant  would  probably  not  choose  the  §  3.73(b)  option. 
Where  the  §  3.73(b)  option  is  chosen,  reliance  may  be  had  on 
a  §  3.73(b)  statement  previously  made  of  record  in  the 
application  (if  the  statement  is  still  accurate  at  the  time  the 
request  is  filed),  or  the  §  3.73(b)  statement  may  be  filed  with 
the  issue  fee  and  the  PTOL-85B  fifing. 

This  amendment  is  consistent  with  current  practice  under  §§ 
3.71  and  3.73  for  other  matters,  where  a  statement  rather  than 
a  recording  is  required.  Adding  the  option  of  relying  on  a  § 
3.73(b)  statement  and  the  elimination  of  the  "petition"  require- 
ment should  result  in  faster  processing  of  §  3.81  requests  by 
the  Office  of  Patent  Publications,  particularly  as  a  separate 
assignment  paper,  if  submitted  at  the  time  the  issue  fee  is  paid, 
would  not  need  to  be  sent  to  Assignment  Division  for  record- 
ing. 

Part  5: 

Section  5.1:  Section  5.1  is  amended  to  locate  its  current  text  in 
§  5.1(a),  and  to  remove  the  term  "Assistant"  in  the  title  of  the 
Office  official  who  should  be  the  addressee. 

Section  5.1  is  also  amended  to  add  a  §  5.1(b)  to  clarify  that 
"application"  as  used  in  Part  5  includes  provisional  applica- 
tions filed  under  35  U.S.C.  111(b)  (§  1.9(a)(2)),  nonprovisional 
applications  filed  under  35  U.S.C.  111(a)  or  entering  the 
national  stage  from  an  international  application  after  compli- 
ance with  35  U.S.C.  371  (§  1.9(a)(3)),  or  international  appli- 
cations filed  under  the  Patent  Cooperation  Treaty  prior  to 
entering  the  national  stage  of  processing  (§  1.9(b)). 

Section  5.1  is  also  amended  to  add  a  §  5.1(c)  to  state  current 
practice  that:  (1)  patent  applications  and  documents  relating 
thereto  that  are  national  security  classified  (see  §  1.9(i))  and 
contain  authorized  national  security  markings  (e.g.,  "Confiden- 
tial," "Secret"  or  "Top  Secret")  are  accepted  by  the  Office;  and 
(2)  national  security  classified  documents  filed  in  the  Office 
must  be  either  hand-carried  to  Licensing  and  Review  or  mailed 
to  the  Office  in  compHance  with  §  5.1(a). 

Section  5.1  is  also  amended  to  add  a  §  5.1(d)  to  provide  that: 
(1)  the  applicant  in  a  national  security  classified  patent 
application  must  obtain  a  secrecy  order  pursuant  to  5.2(a);  (2) 
if  a  national  security  classified  patent  application  is  filed 
without  a  notification  pursuant  to  §  5.2(a),  the  Office  will  set  a 
time  period  within  which  either  the  application  must  be 
declassified,  or  the  application  must  be  placed  under  a  secrecy 
order  pursuant  to  §  5.2(a),  or  the  applicant  must  submit 
evidence  of  a  good  faith  effort  to  obtain  a  secrecy  order 
pursuant  to  §  5.2(a)  from  the  relevant  department  or  agency  in 
order  to  prevent  abandonment  of  the  application;  and  (3)  if 
evidence  of  a  good  faith  effort  to  obtain  a  secrecy  order 
pursuant  to  §  5.2(a)  from  the  relevant  department  or  agency  is 
submitted  by  the  applicant  within  the  time  period  set  by  the 
Office,  but  the  application  has  not  been  declassified  or  placed 
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under  a  secrecy  order  pursuant  to  §  5.2(a),  the  Office  will  again 
set  a  time  period  within  which  either  the  application  must  be 
declassified,  or  the  application  must  be  placed  under  a  secrecy 
order  pursuant  to  §  5.2(a),  or  the  applicant  must  submit 
evidence  of  a  good  faith  effort  to  again  obtain  a  secrecy  order 
pursuant  to  §  5.2(a)  from  the  relevant  department  or  agency  in 
order  to  prevent  abandonment  of  the  application.  Section 
5.1(d)  sets  forth  the  treatment  of  national  security  classified 
apphcations  that  is  currently  set  forth  in  MPEP  130. 

Section  5.1  is  also  amended  to  add  a  §  5.1(e)  to  provide  that  a 
national  security  classified  patent  application  will  not  be 
allowed  pursuant  to  §  1.311  of  this  chapter  until  the  application 
is  declassified  and  any  secrecy  order  pursuant  to  §  5.2(a)  has 
been  rescinded. 

Section  5.1  is  also  amended  to  add  a  §  5.1(f)  to  clarify  that 
applications  on  inventions  not  made  in  the  United  States  and 
on  inventions  in  which  a  U.S.  Government  defense  agency  has 
a  property  interest  will  not  be  made  available  to  defense 
agencies. 

Section  5.2:  Section  5.2(c)  is  added  to  provide  that:  (1)  an 
application  disclosing  any  significant  part  of  the  subject  matter 
of  an  application  under  a  secrecy  order  pursuant  to  §  5.2(a) 
also  falls  within  the  scope  of  such  secrecy  order;  (2)  any  such 
application  that  is  pending  before  the  Office  must  be  promptly 
brought  to  the  attention  of  Licensing  and  Review,  unless  such 
application  is  itself  under  a  secrecy  order  pursuant  to  §  5.2(a); 
and  (3)  any  subsequently  filed  application  containing  any 
significant  part  of  the  subject  matter  of  an  application  under  a 
secrecy  order  pursuant  to  §  5.2(a)  must  either  be  hand-carried 
to  Licensing  and  Review  or  mailed  to  the  Office  in  compliance 
with  §  5.1(a). 

Section  5.12:  Section  5. 12(b)  is  amended  to  require  that  the  fee 
set  forth  in  §  1.17(h)  is  required  for  any  petition  under  §  5.12 
for  a  foreign  filing  license.  As  a  practical  matter,  all  petitions 
under  §  5.12  are  treated  on  an  expedited  basis.  Therefore,  it  is 
appropriate  to  require  the  fee  set  forth  in  §  1.17(h)  for  all 
petitions  under  §  5.12. 

Part  10: 

The  title  has  been  amended  to  reflect  the  name  change  of  the 
Office  by  the  addition  of  "United  States." 

Section  10.23:  Section  10.23(c)(ll)  is  amended  to  add  the 
phrase  "[e]xcept  as  permitted  by  §  1.52(c)"  for  consistency 
with  the  amendment  to  §  1.52(c). 

Classification 

Administrative  Procedure  Act:  The  change  to  §  1.181  was 
not  included  in  the  Notice  of  Proposed  Rulemaking.  This 
change  to  the  rules  of  practice  simply  sets  a  time  period  within 
which  any  petition  must  be  filed  to  avoid  being  dismissed  as 
untimely.  Therefore,  this  change  concerns  only  rules  of  Office 
procedure,  and  prior  notice  and  an  opportunity  for  public 
comment  for  this  change  is  not  required  pursuant  to  5  U.S.C. 
553(b)(A),  or  any  other  law.  In  addition,  pursuant  to  the 
authority  at  5  U.S.C.  553(d)(1),  the  changes  to  §§  1.27,  1.78, 
1.131,  1.132,  1.137,  1.152,  1.155,  1.324,  1.366,  1.740,  and 
1.760,  and  the  removal  of  §  1.44,  may  be  made  effective 
immediately  because  they  relieve  restrictions  in  the  rules  of 
practice. 

Regulatory  Flexibility  Act:  The  Chief  Counsel  for  Regulation 
of  the  Department  of  Commerce  certified  to  the  Chief  Counsel 
for  Advocacy,  Small  Business  Administration,  that  the  changes 
proposed  in  this  notice,  if  adopted,  would  not  have  a  significant 
impact  on  a  substantial  number  of  small  entities  (Regulatory 
Flexibility  Act,  5  U.S.C.  605(b)).  In  furtherance  of  the  Patent 
Business  Goals,  the  Office  is  proposing  changes  to  the  rules  of 
practice  to  eliminate  unnecessary  formal  requirements,  stream- 
line the  patent  application  process,  and  simplify  and  clarify 
procedures.  In  streamlining  this  process,  the  Office  will  be  able 
to  issue  a  patent  in  a  shorter  time  by  eliminating  formal 
requirements  that  must  be  performed  by  the  applicant,  his  or 
her  representatives  and  the  Office.  All  applicants  will  benefit 
from  a  reduced  overall  cost  to  them  for  receiving  patent 
protection  and  from  a  faster  receipt  of  their  patents.  In 
addition,  small  entities  will  benefit  from  the  proposed  changes 
to  the  requirements  for  establishing  small  entity  status  under  § 


1.27  for  purposes  of  paying  reduced  patent  fees  under  35 
U.S.C.  41(h).  The  currently  used  small  entity  statement  forms 
are  proposed  to  be  ehminated.  Small  entity  status  would  be 
established  at  any  time  by  a  simple  assertion  of  entitlement  to 
small  entity  status.  A  simpler  procedure  to  establish  small 
entity  stams  would  reduce  processing  time  with  the  Office  and 
would  be  a  benefit  to  small  entity  appUcants  as  it  would 
eliminate  the  time-  consuming  and  aggravating  processing 
requirements  that  are  mandated  by  the  former  rules. 

Executive  Order  13132:  This  rulemaking  does  not  contain 
policies  with  federalism  implications  sufficient  to  warrant 
preparation  of  a  Federalism  Assessment  under  Executive  Order 
13132  (August  4,  1999). 

Executive  Order  12866:  This  rulemaking  has  been  deter- 
mined to  be  not  significant  for  purposes  of  Executive  Order 
12866  (September  30,  1993). 

Paperwork  Reduction  Act:  This  notice  of  proposed  rulemak- 
ing involves  information  collection  requirements  which  are 
subject  to  review  by  the  Office  of  Management  and  Budget 
(OMB)  under  the  Paperwork  Reduction  Act  of  1995  (44  U.S.C. 
3501  et  seq.).The  collections  of  information  involved  in  this 
notice  of  proposed  rulemaking  have  been  reviewed  and  previ- 
ously approved  by  OMB  under  OMB  control  numbers:  0651- 
0016,  0651-0020,  0651-0021,  0651-0022,  0651-0024,  0651- 
0027,  0651-0031,  0651-0032,  0651-0033,  0651-0034,  and 
0651-0035. 

As  required  by  the  Paperwork  Reduction  Act  of  1995  (44 
U.S.C.  3507(d)),  the  United  States  Patent  and  Trademark 
Office  submitted  an  information  collection  package  to  OMB 
for  its  review  and  approval  of  the  proposed  information 
collections  under  OMB  control  numbers  0651-0031,  0651- 
0032,  and  0651-0035.  The  Office  submitted  these  information 
collections  to  OMB  for  its  review  and  approval  because  the 
following  changes  in  this  final  rule  affect  the  information 
collection  requirements  associated  with  the  information  col- 
lections under  OMB  control  numbers  0651-0031,  0651-0032, 
and  0651-0035:  (1)  the  change  to  §  1.27  and  permits  an 
applicant  to  establish  small  entity  status  in  an  apphcation  by  a 
simple  assertion  of  entitlement  to  small  entity  status  (without  a 
statement  having  a  formalistic  reference  to  §  1.9  or  a  standard 
form  (PTO/SB/09/10/11/12));  (2)  the  change  to  §§  1.55,  1.63 
and  1.78  eliminates  the  need  for  an  applicant  using  the 
application  data  sheet  (§  1.76)  to  provide  priority  claims  in  the 
oath  or  declaration  or  specification;  (3)  (iie  change  to  §  1.96 
requires  applicants  to  submit  lengthy  computer  hstings  on  a 
CD-ROM  or  CD-R  (rather  than  microfiche);  (4)  the  change  to 
§§  1.821,  1.823,  and  1.825  permits  applicants  to  submit 
sequence  listings  on  a  CD-ROM  or  CD-R  (rather  than  paper); 
and  (5)  the  change  to  §  1.155  allows  an  applicant  to  seek 
expedited  examination  of  a  design  application  by  filing  a 
request  for  expedited  examination. 

As  discussed  above,  this  final  rule  also  involves  currently 
approved  information  collections  under  OMB  control  num- 
bers: 0651-0016,  0651-0020,  0651-0021,  0651-0022,  0651- 
0024,  0651-0027,  0651-0033,  0651-0034,  and  0651-0037.  The 
Office  did  not  resubmit  information  collection  packages  to 
OMB  for  its  review  and  approval  of  these  information  collec- 
tions because  the  changes  in  this  final  rule  do  not  affect  the 
information  collection  requirements  associated  with  the  infor- 
mation collections  under  these  OMB  control  numbers. 

The  title,  description  and  respondent  description  of  each  of  the 
information  collections  are  shown  below  with  an  estimate  of 
each  of  the  annual  reporting  burdens.  Included  in  each  estimate 
is  the  time  for  reviewing  instructions,  gathering  and  maintain- 
ing the  data  needed,  and  completing  and  reviewing  the 
collection  of  information.  The  principal  impact  of  the  changes 
in  this  final  rule  is  to  raise  the  efficiency  and  effectiveness  of 
the  Office's  business  processes  to  make  the  Office  a  more 
business-like  agency  and  increase  the  level  of  the  Office's 
service  to  the  public. 

OMB  Number:  0651-0016. 

Title:  Rules  for  Patent  Maintenance  Fees. 

Form  Numbers:  PTO/SB/45/47/65/66. 

Type  of  Review:  Approved  through  December  of  2002. 

Affected  Pubhc:  Individuals  or  Households,  Business  or 
Other  For-Profit,  Not-For-Profit  Institutions  and  Federal  Gov- 
ernment. 


i 


March  2,  2004 


U.S.  PATENT  AND  TRADEMARK  OFFICE 


1280  OG  453 
(152) 


Estimated  Number  of  Respondents:  326,101. 

Estimated  Time  Per  Response:  0.08  hour. 

Estimated  Total  Annual  Burden  Hours:  26.099  hours. 

Needs  and  Uses:  Maintenance  fees  are  required  to  maintain 
a  patent,  except  for  design  or  plant  patents,  in  force  under  35 
U.S.C.  41(b).  Payment  of  maintenance  fees  are  required  at  3 
1/2,  7  1/2  and  1 1  1/2  years  after  the  grant  of  the  patent.  A  patent 
number  and  application  number  of  the  patent  on  which 
maintenance  fees  are  paid  are  required  in  order  to  ensure 
proper  crediting  of  such  payments. 

0MB  Number:  0651-0020. 

Title:  Patent  Term  Extension. 

Form  Numbers:  None. 

Type  of  Review:  Approved  through  September  of  2001. 

Affected  Public:  Individuals  or  Households,  Businesses  or 
Other  For-Profit,  Not-For-Profit  Institutions,  Farms,  Federal 
Government,  and  State,  Local,  or  Tribal  Governments. 

Estimated  Number  of  Respondents:  57. 

Estimated  Time  Per  Response:  22.8  hours. 

Estimated  Total  Annual  Burden  Hours:  1,302  hours. 

Needs  and  Uses:  The  information  supplied  to  the  Office  by 
an  applicant  seeking  a  patent  term  extension  is  used  by  the 
Office,  the  Department  of  Health  and  Human  Services,  and  the 
Department  of  Agriculture  to  determine  the  eligibility  of  a 
patent  for  extension  and  to  determine  the  period  of  any  such 
extension.  The  applicant  can  apply  for  patent  term  and  interim 
extensions,  petition  the  Office  to  review  final  eligibility  deci- 
sions, and  withdraw  patent  term  extensions.  If  there  are 
multiple  patents,  the  applicant  can  designate  which  patents 
should  be  extended.  An  applicant  can  also  declare  their 
ehgibility  to  apply  for  a  patent  term  extension. 

0MB  Number:  0651-0021. 

Title:  Patent  Cooperation  Treaty. 

Form  Numbers:  PCT/RO/ 101, ANNEX/ 134/ 144,  PTO-1382, 
PCT/IPEA/401,  PCT/IB/328. 

Type  of  Review:  Approved  through  August  of  2000. 

Affected  Public:  Individuals  or  Households,  Business  or 
Other  For-Profit,  Federal  Agencies  or  Employees,  Not-for- 
Profit  Institutions,  Small  Businesses  or  Organizations. 

Estimated  Number  of  Respondents:  102,950. 

Estimated  Time  Per  Response:  0.9538  hour. 

Estimated  Total  Annual  Burden  Hours:  98,195  hours. 

Needs  and  Uses:  The  information  collected  is  required  by 
the  Patent  Cooperation  Treaty  (PCT).  The  general  purpose  of 
the  PCT  is  to  simplify  the  filing  of  patent  applications  on  the 
same  invention  in  different  countries.  It  provides  for  a  central- 
ized filing  procedure  and  a  standardized  application  format. 

0MB  Number:  0651-0022. 

Title:  Deposit  of  Biological  Materials  for  Patent  Purposes. 

Form  Numbers:  None. 

Type  of  Review:  Approved  through  December  of  2000. 

Affected  Public:  Individuals  or  Households,  State  or  Local 
Goveniments,  Farms,  Business  or  Other  For-Profit,  Federal 
Agencies  or  Employees,  Not-for-Profit  Institutions,  Small 
Businesses  or  Organizations. 

Estimated  Number  of  Respondents:  3,300. 

Estimated  Time  Per  Response:  1.0  hour. 

Estimated  Total  Annual  Burden  Hours:  3.300  hours. 

Needs  and  Uses:  Information  on  depositing  of  biological 
materials  in  depositories  is  required  for  (1)  Office  determina- 
tion of  compliance  with  the  patent  statute  where  the  invention 
sought  to  be  patented  relies  on  biological  material  subject  to 
deposit  requirement,  which  includes  notifying  interested  mem- 
bers of  the  public  where  to  obtain  samples  of  deposits,  and  (2) 
depositories  desiring  to  be  recognized  as  suitable  by  the  Office. 

0MB  Number:  0651-0024. 

Title:  Requirements  for  Patent  Applications  Containing 
Nucleotide  Sequence  and/or  Amino  Acid  Sequence  Disclo- 
sures. 

Form  Numbers:  None. 

Type  of  Review:  Approved  through  November  of  1999. 
Resubmitted  on  April  6,  2000. 

Affected  Public:  Individuals  or  Households.  Business  or 
Other  For-Profit  Institutions,  Not-For-Profit  Institutions,  and 
Federal  Government. 

Estimated  Number  of  Respondents:  4,600. 

Estimated  Time  Per  Response:  1.33  hours. 

Estimated  Total  Annual  Burden  Hours:  6,133  hours. 


Needs  and  Uses:  This  information  is  used  by  the  Office 
during  the  examination  process,  the  public  and  the  patent  bar. 
The  Patent  and  Trademark  Office  also  participates  with  the 
EPO  and  JPO  in  a  Trilateral  Sequence  Exchange  project  to 
facilitate  the  international  exchange  of  published  sequence 
data. 


OMB  Number:  0651-0027. 

Title:  Changes  in  Patent  and  Trademark  Assignment  Prac- 
tices.Form  Numbers: 

PTO-1618  and  PTO-1619,  PTO/SB/ 15/41. 

Type  of  Review:  Approved  through  May  of  2002. 

Affected  Public:  Individuals  or  Households  and  Businesses 
or  Other  For-Profit  Institutions. 

Estimated  Number  of  Respondents:  209,040. 

Estimated  Time  Per  Response:  0.5  hour. 

Estimated  Total  Annual  Burden  Hours:  104,520  hours. 

Needs  and  Uses:  The  Office  records  about  209,040  assign- 
ments or  documents  related  to  ownership  of  patent  and 
trademark  cases  each  year.  The  Office  requires  a  cover  sheet  to 
expedite  the  processing  of  these  documents  and  to  ensure  that 
they  are  properly  recorded. 

OMB  Number:  0651-0031. 

Title:  Patent  Processing  (Updating). 

Form  Numbers:  PTO/SB/08/2 1-27/3 1/42/43/6 1/62/63/64/ 
67/68/91/92/96/97. 

Type  of  Review:  Approved  through  October  of  2002. 

Affected  Public:  Individuals  or  Households,  Business  or 
Other  For-Profit  Institutions,  Not-For-Profit  Institutions  and 
Federal  Government. 

Estimated  Number  of  Respondents:  2,040,630. 

Estimated  Time  Per  Response:  0.39  hours. 

Estimated  Total  Annual  Burden  Hours:  788,421  hours. 

Needs  and  Uses:  During  the  processing  of  an  application  for 
a  patent,  the  applicant/agent  may  be  required  or  desire  to 
submit  additional  information  to  the  Office  concerning  the 
examination  of  a  specific  application.  The  specific  information 
required  or  which  may  be  submitted  includes:  Information 
Disclosure  Statements;  Terminal  Disclaimers;  Petitions  to 
Revive;  Express  Abandonments;  Appeal  Notices;  Petitions  for 
Access;  Powers  to  Inspect;  Certificates  of  Mailing  or  Trans- 
mission; Statements  under  3.73(b);  Amendments,  Petitions  and 
their  Transmittal  Letters;  and  Deposit  Account  Order  Forms. 

OMB  Number:  0651-0032. 

Title:  Initial  Patent  Application. 

Form  Number:  PTO/SB/01-07/13PCT/17-19/29/101-110. 

Type  of  Review:  Approved  through  October  of  2002. 

Affected  Public:  Individuals  or  Households,  Business  or 
Other  For-Profit  Institutions,  Not-For-Profit  Institutions  and 
Federal  Government. 

Estimated  Number  of  Respondents:  344,100. 

Estimated  Time  Per  Response:  8.7  hours. 

Estimated  Total  Annual  Burden  Hours:  2,994,160  hours. 

Needs  and  Uses:  The  purpose  of  this  information  collection 
is  to  permit  the  Office  to  determine  whether  an  application 
meets  the  criteria  set  forth  in  the  patent  statute  and  regulations. 
The  standard  Fee  Transmittal  form.  New  Utility  Patent  Appli- 
cation Transmittal  form.  New  Design  Patent  Application 
Transmittal  form,  New  Plant  Patent  Application  Transmittal 
form.  Declaration,  and  Plant  Patent  Application  Declaration 
will  assist  applicants  in  complying  with  the  requirements  of  the 
patent  statute  and  regulations,  and  will  further  assist  the  Office 
in  processing  and  examination  of  the  application. 

OMB  Number:  0651-0033. 

Title:  Post  Allowance  and  Refiling. 

Form  Numbers:  PTO/SB/1 3/14/44/50-57;  PTOL-85b. 

Type  of  Review:  Approved  through  September  of  2000. 

Affected  Public:  Individuals  or  Households,  Business  or 
Other  For-Profit  Institutions,  Not-For-Profit  Institutions  and 
Federal  Government. 

Estimated  Number  of  Respondents:  135,250. 

Estimated  Time  Per  Response:  0.325  hour. 

Estimated  Total  Annual  Burden  Hours:  43,893  hours. 

Needs  and  Uses:  This  collection  of  information  is  required 
to  administer  the  patent  laws  pursuant  to  Title  35,  U.S.C, 
concerning  the  issuance  of  patents  and  related  actions  includ- 
ing correcting  errors  in  printed  patents,  refiling  of  patent 
applications,  requesting  reexamination  of  a  patent,  and  re- 
questing a  reissue  patent  to  correct  an  error  in  a  patent. The 
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aflFected  public  includes  any  individual  or  institution  whose 
application  for  a  patent  has  been  allowed  or  who  takes  action 
as  covered  by  the  applicable  rules. 

OMB  Number:  0651-0034. 

Title:  Secrecy/License  to  Export. 

Form  Numbers:  None. 

Type  of  Review:  Approved  through  January  of  2001. 

Affected  Public:  Individuals  or  Households,  Business  or 
Other  For- Profit  Institutions,  Not-For- Profit  Institutions  and 
Federal  Government. 

Estimated  Number  of  Respondents:  2,187. 

Estimated  Time  Per  Response:  0.67  hour. 

Estimated  Total  Annual  Burden  Hours:  1,476  hours. 

Needs  and  Uses:  In  the  interest  of  national  security,  patent 
laws  and  regulations  place  certain  limitations  on  the  disclosure 
of  information  contained  in  patents  and  patent  applications  and 
on  the  filing  of  applications  for  patent  in  foreign  countries. 

OMB  Number:  0651-0035. 

Title:  Address-Affecting  Provisions. 

Form  Numbers:  PTO/SB/8 1-84/121- 125. 

Type  of  Review:  Approved  through  October  of  2002. 

Affected  Pubhc:  Individuals  or  Households,  Business  or 
Other  For-Profit,  Not-For-  Profit  Institutions  and  Federal 
Government. 

Estimated  Number  of  Respondents:  263,520. 

Estimated  Time  Per  Response:  0.05  hour. 

Estimated  Total  Annual  Burden  Hours:  13,386  hours. 

Needs  and  Uses:  Under  existing  law,  a  patent  applicant  or 
assignee  may  appoint,  revoke  or  change  a  representative  to  act 
in  a  representative  capacity.  Also,  an  appointed  representative 
may  withdraw  from  acting  in  a  representative  capacity.  This 
collection  includes  the  information  needed  to  ensure  that  Office 
correspondence  reaches  the  appropriate  individual. 

Comments  are  invited  on:  (1)  whether  the  collection  of 
information  is  necessary  for  proper  performance  of  the  func- 
tions of  the  agency;  (2)  the  accuracy  of  the  agency's  estimate 
of  the  burden;  (3)  ways  to  enhance  the  quality,  utility,  and 
clarity  of  the  information  to  be  collected;  and  (4)  ways  to 
minimize  the  burden  of  the  collection  of  information  to 
respondents. 

Interested  persons  are  requested  to  send  comments  regarding 
these  information  collections,  including  suggestions  for  reduc- 
ing this  burden,  to  Robert  J.  Spar,  Director,  Office  of  Patent 
Legal  Administration,  United  States  Patent  and  Trademark 
Office,  Washington,  D.C.  20231,  or  to  the  Office  of  Informa- 
tion and  Regulatory  Affairs,  Office  of  Management  and  Bud- 
get, New  Executive  Office  Building,  725  17th  Street,  N.W., 
Room  10235,  Washington,  D.C.  20503,  Attention:  Desk  Of- 
ficer for  the  Patent  and  Trademark  Office. 

Notwithstanding  any  other  provision  of  law,  no  person  is 
required  to  respond  to  nor  shall  a  person  be  subject  to  a  penalty 
for  failure  to  comply  with  a  collection  of  information  subject  to 
the  requirements  of  the  Paperwork  Reduction  Act  unless  that 
collection  of  information  displays  a  currently  valid  OMB 
control  number. 

List  of  Subjects 

37  CFR  Part  1 

Administrative  practice  and  procedure.  Courts,  Freedom  of 
Information,  Inventions  and  patents.  Reporting  and  record 
keeping  requirements.  Small  Businesses. 

37  CFR  Part  3 

Administrative  practice  and  procedure.  Inventions  and  patents. 
Reporting  and  record  keeping  requirements. 

37  CFR  Part  5 

Classified  information,  Foreign  relations.  Inventions  and  pat- 
ents. 

37  CFR  Part  10 

Administrative  practice  and  procedure.  Inventions  and  patents, 
Lawyers,  Reporting  and  record  keeping  requirements. 


For  the  reasons  set  forth  in  the  preamble,  37  CFR  Parts  1,  3,  5, 
and  10  are  amended  as  follows: 

PART  1  -  RULES  OF  PRACTICE  IN  PATENT  CASES 

l.The  authority  citation  for  37  CFR  part  1  continues  to  read  as 
follows: 

Authority:  35  U.S.C.  2(b)(2). 

2.  Section  1.4  is  amended  by  revising  paragraphs  (b)  and  (c)  to 
read  as  follows: 

§  1.4  Nature  of  correspondence  and  signature  require- 
ments. 


(b)  Since  each  file  must  be  complete  in  itself,  a  separate 
copy  of  every  paper  to  be  filed  in  a  patent  or  trademark 
application,  patent  file,  trademark  registration  file,  or  other 
proceeding  must  be  furnished  for  each  file  to  which  the  paper 
pertains,  even  though  the  contents  of  the  papers  filed  in  two  or 
more  files  may  be  identical.  The  filing  of  duplicate  copies  of 
correspondence  in  the  file  of  an  application,  patent,  trademark 
registration  file,  or  other  proceeding  should  be  avoided,  except 
in  situations  in  which  the  Office  requires  the  filing  of  duplicate 
copies.  The  Office  may  dispose  of  duplicate  copies  of  corre- 
spondence in  the  file  of  an  application,  patent,  trademark 
registration  file,  or  other  proceeding. 

(c)  Since  different  matters  may  be  considered  by  different 
branches  or  sections  of  the  United  States  Patent  and  Trademark 
Office,  each  distinct  subject,  inquiry  or  order  must  be  contained 
in  a  separate  paper  to  avoid  confusion  and  delay  in  answering 
papers  dealing  with  different  subjects. 

3.  Section  1.6  is  amended  by  revising  paragraph  (d)(9)  to  read 
as  follows: 

§  1.6  Receipt  of  correspondence. 


(d) 


*  *  * 


(9)  Correspondence  to  be  filed  in  an  interference  proceeding 
which  consists  of  a  preliminary  statement  under  §  1.621;  a 
transcript  of  a  deposition  under  §  1.676  or  of  interrogatories,  or 
cross-interrogatories;  or  an  evidentiary  record  and  exhibits 
under  §  1.653. 


4.  Section  1.9  is  amended  by  removing  and  reserving  para- 
graphs (c)  through  (f),  and  adding  a  new  paragraph  (i)  to  read 
as  follows: 

§  1.9  Definitions. 


(i)  National  security  classified  as  used  in  this  chapter  means 
specifically  authorized  under  criteria  established  by  an  Act  of 
Congress  or  Executive  Order  to  be  kept  secret  in  the  interest  of 
national  defense  or  foreign  policy  and,  in  fact,  properly 
classified  pursuant  to  such  Act  of  Congress  or  Executive  Order. 

5.  Section  1.12  is  amended  by  revising  paragraph  (c)(1)  to  read 
as  follows: 

§  1.12  Assignment  records  open  to  public  inspection. 

(1)  Be  in  the  form  of  a  petition  including  the  fee  set  forth  in 
§  1.17(h);  or 

6.  Section  1.14  is  revised  to  read  as  follows: 
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§  1.14  Patent  applications  preserved  in  confidence. 

(a)  Confidentiality  of  patent  application  information.  Patent 
applications  are  generally  preserved  in  confidence  pursuant  to 
35  U.S.C.  122.  Information  concerning  the  filing,  pendency,  or 
subject  matter  of  an  application  for  patent,  including  status 
information,  and  access  to  the  application,  will  only  be  given 
to  the  public  as  set  forth  in  §  1 . 1 1  or  in  this  section. 

(1)  Status  information  is: 

(i)Whether  the  application  is  pending,  abandoned,  or  pat- 
ented; and 

(ii)  The  application  "numerical  identifier"  which  may  be: 

(A)  The  eight  digit  application  number  (the  two  digit  series 
code  plus  the  six  digit  serial  number);  or 

(B)  The  six  digit  serial  number  and  either  the  filing  date  of 
the  national  application,  the  international  filing  date,  or  the 
date  of  entry  into  the  national  stage. 

(2)  Access  is  defined  as  providing  the  application  file  for 
review  and  copying  of  any  material. 

(b)  When  status  information  may  be  supplied.  Status  infor- 
mation of  an  application  may  be  supplied  by  the  Office  to  the 
public  if  any  of  the  following  apply: 

(1)  Access  to  the  apphcation  is  available  pursuant  to 
paragraph  (e)  of  this  section; 

(2)  The  application  is  referred  to  by  its  numerical  identifier 
in  a  published  patent  document  (e.g.,  a  U.S.  patent  or  a  foreign 
application  or  patent  publication)  or  in  a  U.S.  application  open 
to  public  inspection  (§  1.11(b)  or  paragraph  (e)(2)(i)  of  this 
section);  or 

(3)  The  application  is  a  published  international  application 
in  which  the  United  States  of  America  has  been  indicated  as  a 
designated  state. 

(4)  The  application  claims  the  benefit  of  the  filing  date  of  an 
application  for  which  status  information  may  be  provided 
pursuant  to  paragraphs  (b)(1)  through  (b)(3)  of  this  section. 

(c)  Copy  of  application-as-filed.  If  a  U.S.  patent  incorporates 
by  reference  a  pending  or  abandoned  application,  a  copy  of 
that  application-as-filed  may  be  provided  to  any  person  upon 
written  request  accompanied  by  the  fee  set  forth  in  1.19(b)(1). 

(d)  Power  to  inspect  a  pending  or  abandoned  application. 
Access  to  an  application  may  be  provided  to  any  person  if  the 
application  file  is  available,  and  the  application  contains 
written  authority  (e.g.,  a  power  to  inspect)  granting  access  to 
such  person.  The  written  authority  must  be  signed  by: 

(1)  An  applicant; 

(2)  An  attorney  or  agent  of  record; 

(3)  An  authorized  official  of  an  assignee  of  record  (made  of 
record  pursuant  to  3.71  of  this  chapter);  or 

(4)  A  registered  attorney  or  agent  named  in  the  papers 
accompanying  the  application  papers  filed  under  1.53  or  the 
national  stage  documents  filed  under  1.494  or  1.495,  if  an 
executed  oath  or  declaration  pursuant  to  §  1.63  or  1.497  has 
not  been  filed. 

(e)  Public  access  to  a  pending  or  abandoned  application. 
Access  to  an  application  may  be  provided  to  any  person  if  a 
written  request  for  access  is  submitted,  the  application  file  is 
available,  and  any  of  the  following  apply: 

(1)  The  application  is  open  to  public  inspection  pursuant  to 
§  1.11(b);  or 

(2)  The  apphcation  is  abandoned,  it  is  not  within  the  file 
jacket  of  a  pending  application  under  §  1.53(d),  and  it  is 
referred  to: 

(i)  In  a  U.S.  patent;  or 

(ii)  In  another  U.S.  application  which  is  open  to  public 
inspection  either  pursuant  to  §  1.1 1(b)  or  paragraph  (e)(2)(i)  of 
this  section. 

(f)  Applications  reported  to  Department  of  Energy.  Applica- 
tions for  patents  which  appear  to  disclose,  purport  to  disclose 
or  do  disclose  inventions  or  discoveries  relating  to  atomic 
energy  are  reported  to  the  Department  of  Energy,  which 
Department  will  be  given  access  to  the  applications.  Such 
reporting  does  not  constitute  a  determination  that  the  subject 
matter  of  each  application  so  reported  is  in  fact  useful  or  is  an 
invention  or  discovery,  or  that  such  application  in  fact  dis- 
closes subject  matter  in  categories  specified  by  42  U.S.C. 
2181(c)  and  (d). 

(g)  Decisions  by  the  Commissioner  or  the  Board  of  Patent 
Appeals  and  Interferences.  Any  decision  by  the  Commissioner 
or  the  Board  of  Patent  Appeals  and  Interferences  which  would 
not  otherwise  be  open  to  public  inspection  may  be  published  or 
made  available  for  pubhc  inspection  if: 

(1)  The  Commissioner  believes  the  decision  involves  an 
interpretation  of  patent  laws  or  regulations  that  would  be  of 
precedential  value;  and 


(2)  The  applicant,  or  a  party  involved  in  an  interference  for 
which  a  decision  was  rendered,  is  given  notice  and  an 
opportunity  to  object  in  writing  within  two  months  on  the 
ground  that  the  decision  discloses  a  trade  secret  or  other 
confidential  information.  Any  objection  must  identify  the 
deletions  in  the  text  of  the  decision  considered  necessary  to 
protect  the  information,  or  explain  why  the  entire  decision 
must  be  withheld  from  the  public  to  protect  such  information. 
An  applicant  or  party  will  be  given  time,  not  less  than  twenty 
days,  to  request  reconsideration  and  seek  court  review  before 
any  portions  of  a  decision  are  made  public  under  this  para- 
graph over  his  or  her  objection. 

(h)  Publication  pursuant  to  §  1.47.  Information  as  to  the 
filing  of  an  application  will  be  published  in  the  Official  Gazette 
in  accordance  with  §§  1.47(a)  and  (b). 

(i)  International  applications.  Copies  of  an  application  file 
for  which  the  United  States  acted  as  the  International  Prelimi- 
nary Examining  Authority,  or  copies  of  a  document  in  such  an 
application  file,  will  be  furnished  in  accordance  with  Patent 
Cooperation  Treaty  (PCT)  Rule  94.2  or  94.3,  upon  payment  of 
the  appropriate  fee  (§  1.19(b)(2)  or  §  1.19(b)(3)). 

(j)  Access  or  copies  in  other  circumstances.  The  Office, 
either  sua  sponte  or  on  petition,  may  also  provide  access  or 
copies  of  an  application  if  necessary  to  carry  out  an  Act  of 
Congress  or  if  warranted  by  other  special  circumstances.  Any 
petition  by  a  member  of  the  public  seeking  access  to,  or  copies 
of,  any  pending  or  abandoned  application  preserved  in  confi- 
dence pursuant  to  paragraph  (a)  of  this  section,  or  any  related 
papers,  must  include: 

(1)  The  fee  set  forth  in  §  1.17(h);  and 

(2)  A  showing  that  access  to  the  application  is  necessary  to 
carry  out  an  Act  of  Congress  or  that  special  circumstances  exist 
which  warrant  petitioner  being  granted  access  to  the  applica- 
tion. 

7.  Section  1.17  is  amended  by  revising  paragraphs  (h),  (i),  (k), 
(I),  (m),  (p),  and  (q)  to  read  as  follows: 

§  1.17  Patent  application  processing  fees. 


(h)  For  filing  a  petition  to  the  Commissioner  under  one  of 
the  following  sections  which  refers  to  this  paragraph  ...  $130.0 

§  1.12  -  for  access  to  an  assignment  record. 

§  1.14  -  for  access  to  an  application. 

§  1.47  -  for  filing  by  other  than  all  the  inventors  or  a  person 
not  the  inventor. 

§  1.53(e)  -  to  accord  a  filing  date. 

§  1.59  -  for  expungement  and  return  of  information. 

§  1.84  -  for  accepting  color  drawings  or  photographs. 

§  1.91  -  for  entry  of  a  model  or  exhibit. 

§  1.102  -  to  make  an  application  special. 

§  1.103(a)  -  to  suspend  action  in  an  application. 

§  1.182  -  for  decision  on  a  question  not  specifically  provided 
for. 

§  1.183  -  to  suspend  the  rules. 

§  1.295  -  for  review  of  refusal  to  publish  a  statutory 
invention  registration. 

§  1.313  -  to  withdraw  an  application  from  issue. 

§  1.314  -  to  defer  issuance  of  a  patent. 

§  1.377  -  for  review  of  decision  refusing  to  accept  and 
record  payment  of  a  maintenance  fee  filed  prior  to  expiration 
of  a  patent. 

§  1.378(e)  -  for  reconsideration  of  decision  on  petition 
refusing  to  accept  delayed  payment  of  maintenance  fee  in  an 
expired  patent. 

§  1.644(e)  -  for  petition  in  an  interference. 

§  1.644(f)  -  for  request  for  reconsideration  of  a  decision  on 
petition  in  an  interference. 

§  1.666(b)  -  for  access  to  an  interference  settlement  agree- 
ment. 

§  1.666(c)  -  for  late  filing  of  an  interference  settlement 
agreement. 

§  1.741(b)  -  to  accord  a  filing  date  to  an  application  for 
extension  of  a  patent  term. 

§5.12  -  for  expedited  handling  of  a  foreign  filing  license. 

§5.15  -  for  changing  the  scope  of  a  license. 

§5.25  -  for  a  retroactive  license. 

(i)  Processing  fee  for  taking  action  under  one  of  the 
following  sections  which  refers  to  this  paragraph  $130.00 

§  1.28(c)(3)  -  for  processing  a  non-itemized  fee  deficiency 
based  on  an  error  in  small  entity  status. 
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§  1.41  -  for  supplying  the  name  or  names  of  the  inventor  or 
inventors  after  the  filing  date  without  an  oath  or  declaration  as 
prescribed  by  §  1.63,  except  in  provisional  applications. 

§  1.48  -  for  correcting  inventorship,  except  in  provisional 
applications. 

§  1.52(d)  -  for  processing  a  nonprovisional  application  filed 
with  a  specification  in  a  language  other  than  English. 

§  1.53(c)(3)  -  to  convert  a  provisional  application  filed  under 
§  1.53(c)  to  a  nonprovisional  application  under  §  1.53(b). 

§  1.55  -  for  entry  of  late  priority  papers. 

§  1.103(b)  -  for  requesting  limited  suspension  of  action  in 
continued  prosecution  application  (§  1.53(d)). 

§  1.103(c)  -  for  requesting  limited  suspension  of  action  after 
a  request  for  continued  examination  (§  1.114). 

§  1.497(d)  -  for  filing  an  oath  or  declaration  pursuant  to  35 
U.S.C.  371(c)(4)  naming  an  inventive  entity  different  from  the 
inventive  entity  set  forth  in  the  international  stage. 

§  3.81  -  for  a  patent  to  issue  to  assignee,  assignment 
submitted  after  payment  of  the  issue  fee. 

(k)  For  fiUng  a  request  for  expedited  examination  under 
1.155(a)  $900.00 

(1)  For  filing  a  petition  for  the  revival  of  an  unavoidably 
abandoned  application  under  35  U.S.C.  HI,  133,  364,  or  371, 
or  the  unavoidably  delayed  payment  of  the  issue  fee  under  35 
U.S.C.  151  (§  1.137(a)): 

By  a  small  entity  (  §  1.27(a))  $55.00 

By  other  than  a  small  entity $110.00 

(m)  For  filing  a  petition  for  the  revival  of  an  unintentionally 
abandoned  application  or  the  unintentionally  delayed  payment 
of  the  issue  fee  under  35  U.S.C.  41(a)(7)  (§  1.137(b)): 

By  a  small  entity  (  §  1.27(a))  $620.00 

By  other  than  a  small  entity  $1,240.00 

(p)  For  submission  of  an  information  disclosure  statement 
under  §  1.97(c)  and  (d)  $180.00 

(q)  Processing  fee  for  taking  action  under  one  of  the 
following  sections  which  refers  to  this  paragraph  $50.00 

§  1.41  -  to  supply  the  name  or  names  of  the  inventor  or 
inventors  after  the  fiUng  date  without  a  cover  sheet  as 
prescribed  by  §  1.51(c)(1)  in  a  provisional  application.  § 

1.48  -  for  correction  of  inventorship  in  a  provisional 
application.  § 

1.53(c)(2)  -  to  convert  a  nonprovisional  apphcation  filed 
under  § 

1.53(b)  to  a  provisional  application  under  §  1.53(c). 

8.  Section  1.19  is  amended  by  revising  its  introductory  text  and 
paragraphs  (a)  and  (b)  and  removing  and  reserving  paragraphs 
(g)  and  (h)  to  read  as  follows: 

§  1.19  Document  supply  fees. 

The  United  States  Patent  and  Trademark  Office  will  supply 
copies  of  the  following  documents  upon  payment  of  the  fees 
indicated.  The  copies  will  be  in  black  and  white  unless  the 
original  document  is  in  color,  a  color  copy  is  requested  and  the 
fee  for  a  color  copy  is  paid. 

(a)  Uncertified  copies  of  patents: 

(1)  Printed  copy  of  the  paper  portion  of  a  patent,  including 
a  design  patent,  statutory  invention  registration,  or  defensive 
publication  document: 

(i)  Regular  service  $3.00 

(ii)  Overnight  delivery  to  Office  Box  or  ovemight 

facsimile  $6.00 

(iii)  Expedited  service  for  copy  ordered  by  expedited  mail  or 
facsimile  delivery  service  and  delivered  to  the  customer  within 
two  workdays $25.00 

(2)  Printed  copy  of  a  plant  patent  in  color $15.00 

(3)  Color  copy  of  a  patent  (other  than  a  plant  patent) 
or  statutory  invention  registration  containing  a  color 
drawing $25.00 

(b)  Certified  and  uncertified  copies  of  Office  documents: 


(1)  Certified  or  uncertified  copy  of  the  p^er  portion  of 
patent  application  as  filed: 

(i)  Regular  service $15.00 

(ii)  Expedited  regular  service $30.00 

(2)  Certified  or  uncertified  copy  of  paper  portion  of  patent- 
related  file  wrapper  and  contents: 

(i)  File  wrapper  and  paper  contents  of  400  or  fewer  pages 
$200.00 

(ii)  Additional  fee  for  each  additional  100  pages  or  portion 
thereof $40.00 

(iii)  Additional  fee  for  certification $25.00 

(3)  Certified  or  uncertified  copy  on  compact  disc  of  patent- 
related  file-wrapper  contents  that  were  submitted  on  compact 
disc: 

(i)  First  compact  disc  in  a  single  order $55.00 

(ii)  Each  additional  compact  disc  in  the  single  order  of 
paragraph  (b)(3)(i)  of  this  section $15.00 

(4)  Certified  or  uncertified  copy  of  Office  records,  per 
document  except  as  otherwise  provided  in  this  section.  $25.00 

(5)  For  assignment  records,  abstract  of  title  and  certification, 
per  patent $25.00 

9.  Section  1.22  is  amended  by  revising  paragraph  (b)  to  read  as 
follows: 

§  1.22  Fee  payable  in  advance. 

ij^    ^    :^     :i^    ^ 

(b)  All  fees  paid  to  the  United  States  Patent  and  Trademark 
Office  must  be  itemized  in  each  individual  application,  patent, 
trademark  registration  file,  or  other  proceeding  in  such  a 
manner  that  it  is  clear  for  which  purpose  the  fees  are  paid.  The 
Office  may  return  fees  that  are  not  itemized  as  required  by  this 
paragraph.  The  provisions  of  §  1.5(a)  do  not  apply  to  the 
resubmission  of  fees  returned  pursuant  to  this  paragraph. 

10.  Section  1.25  is  amended  by  revising  paragraph  (b)  to  read 
as  follows: 

§  1.25  Deposit  accounts. 

(b)  Filing,  issue,  appeal,  international-type  search  report, 
international  application  processing,  petition,  and  post-issu- 
ance fees  may  be  charged  against  these  accounts  if  sufficient 
funds  are  on  deposit  to  cover  such  fees.  A  general  authorization 
to  charge  all  fees,  or  only  certain  fees,  set  forth  in  §  1.16  to  § 
1.18  to  a  deposit  account  containing  sufficient  funds  may  be 
filed  in  an  individual  application,  either  for  the  entire  pendency 
of  the  application  or  with  respect  to  a  particular  paper  filed.  An 
authorization  to  charge  a  fee  to  a  deposit  account  will  not  be 
considered  payment  of  the  fee  on  the  date  the  authorization  to 
charge  the  fee  is  effective  as  to  the  particular  fee  to  be  charged 
unless  sufficient  funds  are  present  in  the  account  to  cover  the 
fee.  An  authorization  to  charge  fees  under  §  1.16  in  an 
application  filed  under  35  U.S.C.  371  will  be  treated  as  an 
authorization  to  charge  fees  under  §  1 .492.  An  authorization  to 
charge  fees  set  forth  in  §  1. 18  to  a  deposit  account  is  subject  to 
the  provisions  of  §  1.311(b).  An  authorization  to  charge  to  a 
deposit  account  the  fee  for  a  request  for  reexamination 
pursuant  to  §  1.510  and  any  other  fees  required  in  a  reexami- 
nation proceeding  in  a  patent  may  also  be  filed  with  the  request 
for  reexamination. 

11.  Section  1.26  is  amended  by  revising  paragraph  (a)  and 
adding  paragraph  (b)  to  read  as  follows: 

§  1.26  Refunds. 

(a)  The  Commissioner  may  refund  any  fee  paid  by  mistake 
or  in  excess  of  that  required.  A  change  of  purpose  after  the 
payment  of  a  fee,  such  as  when  a  party  desires  to  withdraw  a 
patent  or  trademark  filing  for  which  the  fee  was  paid,  including 
an  application,  an  appeal,  or  a  request  for  an  oral  hearing,  will 
not  entitle  a  party  to  a  refund  of  such  fee.  The  Office  will  not 
refund  amounts  of  twenty-five  dollars  or  less  unless  a  refund  is 
specifically  requested,  and  will  not  notify  the  payor  of  such 
amounts.  If  a  party  paying  a  fee  or  requesting  a  refund  does  not 
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provide  the  banking  information  necessary  for  making  refunds 
by  electronic  funds  transfer  (31  U.S.C.  3332  and  31  CFR  Part 
208),  or  instruct  the  Office  that  refunds  are  to  be  credited  to  a 
deposit  account,  the  Commissioner  may  require  such  informa- 
tion, or  use  the  banking  information  on  the  payment  instrument 
to  make  a  refund.  Any  refund  of  a  fee  paid  by  credit  card  will 
be  by  a  credit  to  the  credit  card  account  to  which  the  fee  was 
charged. 

(b)  Any  request  for  refund  must  be  filed  within  two  years 
from  the  date  the  fee  was  paid,  except  as  otherwise  provided  in 
this  paragraph  or  in  §  1.28(a).  If  the  OflBce  charges  a  deposit 
account  by  an  amount  other  than  an  amount  specifically 
indicated  in  an  authorization  (§  1 .25(b)),  any  request  for  refund 
based  upon  such  charge  must  be  filed  within  two  years  from 
the  date  of  the  deposit  account  statement  indicating  such 
charge,  and  include  a  copy  of  that  deposit  account  statement. 
The  time  periods  set  forth  in  this  paragraph  are  not  extendable. 


12.  Section  1.27  is  revised  to  read  as  follows: 

§  1.27  Definition  of  small  entities  and  establishing  status  as 
a  small  entity  to  permit  payment  of  small  entity  fees;  when 
a  determination  of  entitlement  to  small  entity  status  and 
notification  of  loss  of  entitlement  to  small  entity  status  are 
required;  fraud  on  the  OfSce. 

(a)  Definition  of  small  entities.  A  small  entity  as  used  in  this 
chapter  means  any  party  (person,  small  business  concern,  or 
nonprofit  organization)  under  paragraphs  (a)(1)  through  (a)(3) 
of  this  section. 

( 1 )  Person.  A  person,  as  used  in  paragraph  (c)  of  this  section, 
means  any  inventor  or  other  individual  (e.g.,  an  individual  to 
whom  an  inventor  has  transferred  some  rights  in  the  inven- 
tion), who  has  not  assigned,  granted,  conveyed,  or  licensed, 
and  is  under  no  obligation  under  contract  or  law  to  assign, 
grant,  convey,  or  license,  any  rights  in  the  invention.  An 
inventor  or  other  individual  who  has  transferred  some  rights,  or 
is  under  an  obligation  to  transfer  some  rights  in  the  invention 
to  one  or  more  parties,  can  also  qualify  for  small  entity  status 
if  all  the  parties  who  have  had  rights  in  the  invention 
transferred  to  them  also  qualify  for  small  entity  status  either  as 
a  person,  small  business  concern,  or  nonprofit  organization 
under  this  section. 

(2)  Small  Business  Concern.  A  small  business  concern,  as 
used  in  paragraph  (c)  of  this  section,  means  any  business 
concern  that: 

(i)  Has  not  assigned,  granted,  conveyed,  or  licensed,  and  is 
under  no  obligation  under  contract  or  law  to  assign,  grant, 
convey,  or  license,  any  rights  in  the  invention  to  any  person, 
concern,  or  organization  which  would  not  qualify  for  small 
entity  status  as  a  person,  small  business  concern,  or  nonprofit 
organization. 

(ii)  Meets  the  standards  set  forth  in  13  CFR  part  121  to  be 
eligible  for  reduced  patent  fees.  Questions  related  to  standards 
for  a  small  business  concern  may  be  directed  to:Small  Busi- 
ness Administration,  Size  Standards  Staff,  409  Third  Street, 
S.W.,  Washington,  D.C.  20416. 

(3)  Nonprofit  Organization.  A  nonprofit  organization,  as 
used  in  paragraph  (c)  of  this  section,  means  any  nonprofit 
organization  that: 

(i)  Has  not  assigned,  granted,  conveyed,  or  licensed,  and  is 
under  no  obligation  under  contract  or  law  to  assign,  grant, 
convey,  or  license,  any  rights  in  the  invention  to  any  person, 
concern,  or  organization  which  would  not  qualify  as  a  person, 
small  business  concern,  or  a  nonprofit  organization,  and 

(ii)  Is  either: 

(A)  A  university  or  other  institution  of  higher  education 
located  in  any  country; 

(B)  An  organization  of  the  type  described  in  section 
501(c)(3)  of  the  Internal  Revenue  Code  of  1986  (26  U.S.C. 
501(c)(3))  and  exempt  from  taxation  under  section  501(a)  of 
the  Internal  Revenue  Code  (26  U.S.C.  501(a)); 

(C)  Any  nonprofit  scientific  or  educational  organization 
qualified  under  a  nonprofit  organization  statute  of  a  state  of  this 
country  (35  U.S.C.  201  (i));  or 

(D)  Any  nonprofit  organization  located  in  a  foreign  country 
which  would  qualify  as  a  nonprofit  organization  under  para- 
graphs (a)(3)(ii)(B)  of  this  section  or  (a)(3)(ii)(C)  of  this 
section  if  it  were  located  in  this  country. 


(4)  License  to  a  Federal  Agencj. 

(i)  For  persons  under  paragraph  (a)(1)  of  this  section,  a 
license  to  the  Government  resulting  from  a  rights  determina- 
tion under  Executive  Order  10096  does  not  constitute  a  license 
so  as  to  prohibit  claiming  small  entity  status. 

(ii)  For  small  business  concerns  and  nonprofit  organizations 
under  paragraphs  (a)(2)  and  (a)(3)  of  this  section,  a  license  to 
a  Federal  agency  resulting  from  a  funding  agreement  with  that 
agency  pursuant  to  35  U.S.C.  202(c)(4)  does  not  constitute  a 
license  for  the  purposes  of  paragraphs  (a)(2)(i)  and  (a)(3)(i)  of 
this  section. 

(b)  Establishment  of  small  entity  status  permits  payment  of 
reduced  fees.  A  small  entity,  as  defined  in  paragraph  (a)  of  this 
section,  who  has  properly  asserted  entitlement  to  small  entity 
status  pursuant  to  paragraph  (c)  of  this  section  will  be  accorded 
small  entity  status  by  the  Office  in  the  particular  application  or 
patent  in  which  entitlement  to  small  entity  status  was  asserted. 
Establishment  of  small  entity  status  allows  the  payment  of 
certain  reduced  patent  fees  pursuant  to  35  U.S.C.  41(h). 

(c)  Assertion  of  small  entity  status.  Any  party  (person,  small 
business  concern  or  nonprofit  organization)  should  make  a 
determination,  pursuant  to  paragraph  (f)  of  this  section,  of 
entitlement  to  be  accorded  small  entity  status  based  on  the 
definitions  set  forth  in  paragraph  (a)  of  this  section,  and  must, 
in  order  to  establish  small  entity  status  for  the  purpose  of 
paying  small  entity  fees,  actually  make  an  assertion  of  entitle- 
ment to  small  entity  status,  in  the  manner  set  forth  in 
paragraphs  (c)(1)  or  (c)(3)  of  this  section,  in  the  application  or 
patent  in  which  such  small  entity  fees  are  to  be  paid. 

(1)  Assertion  by  writing.  Small  entity  status  may  be  estab- 
lished by  a  written  assertion  of  entitlement  to  small  entity 
status.  A  written  assertion  must: 

(i)  Be  clearly  identifiable; 

(ii)  Be  signed  (see  paragraph  (c)(2)  of  this  section);  and 
(iii)  Convey  the  concept  of  entitlement  to  small  entity  status, 
such  as  by  stating  that  applicant  is  a  small  entity,  or  that  small 
entity  status  is  entitled  to  be  asserted  for  the  application  or 
patent.  While  no  specific  words  or  wording  are  required  to 
assert  small  entity  status,  the  intent  to  assert  small  entity  status 
must  be  clearly  indicated  in  order  to  comply  with  the  assertion 
requirement. 

(2)  Parties  who  can  sign  and  file  the  written  assertion.  The 
written  assertion  can  be  signed  by: 

(i)  One  of  the  parties  identified  in  §  1 .33(b)  (e.g.,  an  attorney 
or  agent  registered  with  the  Office),  §  3.73(b)  of  this  chapter 
notwithstanding,  who  can  also  file  the  written  assertion; 

(ii)  At  least  one  of  the  individuals  identified  as  an  inventor 
(even  though  a  §  1.63  executed  oath  or  declaration  has  not 
been  submitted),  notwithstanding  §  1.33(b)(4),  who  can  also 
file  the  written  assertion  pursuant  to  the  exception  under  § 
1.33(b)  of  this  part;  or 

(iii)  An  assignee  of  an  undivided  part  interest,  notwithstand- 
ing §§  1.33(b)(3)  and  3.73(b)  of  this  chapter,  but  the  partial 
assignee  cannot  file  the  assertion  without  resort  to  a  party 
identified  under  §  1.33(b)  of  this  part. 

(3)  Assertion  by  payment  of  the  small  entity  basic  filing  or 
basic  national  fee.  The  payment,  by  any  party,  of  the  exact 
amount  of  one  of  the  small  entity  basic  filing  fees  set  forth  in 
§§  1.16(a),  (f),  (g),  (h),  or  (k),  or  one  of  the  small  entity  basic 
national  fees  set  forth  in§§  1.492(a)(1),  (a)(2),  (a)(3),  (a)(4),  or 
(a)(5),  will  be  treated  as  a  written  assertion  of  entitlement  to 
small  entity  status  even  if  the  type  of  basic  filing  or  basic 
national  fee  is  inadvertently  selected  in  error. 

(i)  If  the  Office  accords  small  entity  status  based  on  payment 
of  a  small  entity  basic  filing  or  basic  national  fee  under 
paragraph  (c)(3)  of  this  section  that  is  not  applicable  to  that 
application,  any  balance  of  the  small  entity  fee  that  is  appli- 
cable to  that  application  will  be  due  along  with  the  appropriate 
surcharge  set  forth  in  §  1.16(e),  or  §  1.16(1). 

(ii)  The  payment  of  any  small  entity  fee  other  than  those  set 
forth  in  paragraph  (c)(3)  of  this  section  (whether  in  the  exact 
fee  amount  or  not)  will  not  be  treated  as  a  written  assertion  of 
entitlement  to  small  entity  status  and  will  not  be  sufficient  to 
establish  small  entity  status  in  an  application  or  a  patent. 

(4)  Assertion  required  in  related,  continuing,  and  reissue 
applications.  Status  as  a  small  entity  must  be  specifically 
established  by  an  assertion  in  each  related,  continuing  and 
reissue  application  in  which  status  is  appropriate  and  desired. 
Status  as  a  small  entity  in  one  application  or  patent  does  not 
affect  the  status  of  any  other  application  or  patent,  regardless  of 
the  relationship  of  the  applications  or  patents.  The  refiling  of 
an  application  under  §  1.53  as  a  continuation,  divisional,  or 
continuation-in-part  application  (including  a  continued  pros- 
ecution application  under  §  1.53(d)),  or  the  filing  of  a  reissue 
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application,  requires  a  new  assertion  as  to  continued  entitle- 
ment to  small  entity  status  for  the  continuing  or  reissue 
application. 

(d)  When  small  entity  fees  can  be  paid.  Any  fee,  other  than 
the  small  entity  basic  filing  fees  and  the  small  entity  national 
fees  of  paragraph  (c)(3)  of  this  section,  can  be  paid  in  the  small 
entity  amount  only  if  it  is  submitted  with,  or  subsequent  to,  the 
submission  of  a  written  assertion  of  entitlement  to  small  entity 
status,  except  when  refunds  are  permitted  by  §  1.28(a). 

(e)  Only  one  assertion  required. 

(1)  An  assertion  of  small  entity  status  need  only  be  filed 
once  in  an  application  or  patent.  Small  entity  status,  once 
established,  remains  in  efi"ect  until  changed  pursuant  to  para- 
graph (g)(1)  of  this  section.  Where  an  assignment  of  rights  or 
an  obligation  to  assign  rights  to  other  parties  who  are  small 
entities  occurs  subsequent  to  an  assertion  of  small  entity  status, 
a  second  assertion  is  not  required. 

(2)  Once  small  entity  status  is  withdrawn  pursuant  to 
paragraph  (g)(2)  of  this  section,  a  new  written  assertion  is 
required  to  again  obtain  small  entity  status. 

(f)  Assertion  requires  a  determination  of  entitlement  to  pay 
small  entity  fees.  Prior  to  submitting  an  assertion  of  entitle- 
ment to  small  entity  status  in  an  application,  including  a 
related,  continuing,  or  reissue  application,  a  determination  of 
such  entitlement  should  be  made  pursuant  to  the  requirements 
of  paragraph  (a)  of  this  section.  It  should  be  determined  that  all 
parties  holding  rights  in  the  invention  qualify  for  small  entity 
status. The  Office  will  generally  not  question  any  assertion  of 
small  entity  status  that  is  made  in  accordance  with  the 
requirements  of  this  section,  but  note  paragraph  (h)  of  this 
section. 

(g)(1)  New  determination  of  entitlement  to  small  entitysta- 
tus  is  needed  when  issue  and  maintenance  fees  are  due.  Once 
status  as  a  small  entity  has  been  established  in  an  application 
or  patent,  fees  as  a  small  entity  may  thereafter  be  paid  in  that 
application  or  patent  without  regard  to  a  change  in  status  until 
the  issue  fee  is  due  or  any  maintenance  fee  is  due. 

(2)  Notification  of  loss  of  entitlement  to  small  entity  status 
is  required  when  issue  and  maintenance  fees  are  due.  Notifi- 
cation of  a  loss  of  entitlement  to  small  entity  status  must  be 
filed  in  the  application  or  patent  prior  to  paying,  or  at  the  time 
of  paying,  the  earliest  of  the  issue  fee  or  any  maintenance  fee 
due  after  the  date  on  which  status  as  a  small  entity  as  defined 
in  paragraph  (a)  of  this  section  is  no  longer  appropriate.  The 
notification  that  small  entity  status  is  no  longer  appropriate 
must  be  signed  by  a  party  identified  in  §  1.33(b).  Payment  of 
a  fee  in  other  than  the  small  entity  amount  is  not  sufficient 
notification  that  small  entity  status  is  no  longer  appropriate. 

(h)  Fraud  attempted  or  practiced  on  the  Office. 

(1)  Any  attempt  to  fraudulently  establish  status  as  a  small 
entity,  or  pay  fees  as  a  small  entity,  shall  be  considered  as  a 
fraud  practiced  or  attempted  on  the  Office. 

(2)  Improperly,  and  with  intent  to  deceive  establishing  status 
as  a  small  entity,  or  paying  fees  as  a  small  entity,  shall  be 
considered  as  a  fraud  practiced  or  attempted  on  the  Office. 

13.  Section  1.28  is  revised  to  read  as  follows: 

§  1.28  Refunds  when  small  entity  status  is  later  established; 
how  errors  in  small  entity  status  are  excused. 

(a)  Refunds  based  on  later  establishment  of  small  entity 
status.  A  refund  pursuant  to  §  1.26  of  this  part,  based  on 
establishment  of  small  entity  status,  of  a  portion  of  fees  timely 
paid  in  full  prior  to  establishing  status  as  a  small  entity  may 
only  be  obtained  if  an  assertion  under  §  1 .27(c)  and  a  request 
for  a  refund  of  the  excess  amount  are  filed  within  three  months 
of  the  date  of  the  timely  payment  of  the  full  fee.  The 
three-month  time  period  is  not  extendable  under  §  1.136. 
Status  as  a  small  entity  is  waived  for  any  fee  by  the  failure  to 
establish  the  status  prior  to  paying,  at  the  time  of  paying,  or 
within  three  months  of  the  date  of  payment  of,  the  full  fee. 

(b)  Date  of  Payment. 

(1)  The  three-month  period  for  requesting  a  refund,  pursuant 
to  paragraph  (a)  of  this  section,  starts  on  the  date  that  a  full  fee 
has  been  paid; 

(2)  The  date  when  a  deficiency  payment  is  paid  in  full 
determines  the  amount  of  deficiency  that  is  due,  pursuant  to 
paragraph  (c)  of  this  section. 

(c)  How  errors  in  small  entity  status  are  excused.  If  status  as 
a  small  entity  is  established  in  good  faith,  and  fees  as  a  small 
entity  are  paid  in  good  faith,  in  any  application  or  patent,  and 
it  is  later  discovered  that  such  status  as  a  small  entity  was 
established  in  error,  or  that  through  error  the  Office  was  not 
notified  of  a  loss  of  entitlement  to  small  entity  status  as 


required  by  §  1.27(g)(2),  the  error  will  be  excused  upon: 
compliance  with  the  separate  submission  and  itemization 
requirements  of  paragraphs  (c)(1)  and  (c)(2)  of  this  section, 
and  the  deficiency  payment  requirement  of  paragraph  (c)(2)  of 
this  section: 

(1)  Separate  submission  required  for  each  application  or 
patent.  Any  paper  submitted  under  this  paragraph  must  be 
limited  to  the  deficiency  payment  (all  fees  paid  in  error), 
required  by  paragraph  (c)(2)  of  this  section,  for  one  application 
or  one  patent.  Where  more  than  one  application  or  patent  is 
involved,  separate  submissions  of  deficiency  payments  (e.g., 
checks)  and  itemizations  are  required  for  each  application  or 
patent.  See  §  1.4(b). 

(2)  Payment  of  deficiency  owed.  The  deficiency  owed, 
resulting  from  the  previous  erroneous  payment  of  small  entity 
fees,  must  be  paid. 

(i)  Calculation  of  the  deficiency  owed.  The  deficiency  owed 
for  each  previous  fee  erroneously  paid  as  a  small  entity  is  the 
difference  between  the  current  fee  amount  (for  other  than  a 
small  entity)  on  the  date  the  deficiency  is  paid  in  full  and  the 
amount  of  the  previous  erroneous  (small  entity)  fee  payment. 
The  total  deficiency  payment  owed  is  the  sum  of  the  individual 
deficiency  owed  amounts  for  each  fee  amount  previously 
erroneously  paid  as  a  small  entity.  Where  a  fee  paid  in  error  as 
a  small  entity  was  subject  to  a  fee  decrease  between  the  time 
the  fee  was  paid  in  error  and  the  time  the  deficiency  is  paid  in 
full,  the  deficiency  owed  is  equal  to  the  amount  (previously) 
paid  in  error; 

(ii)  Itemization  of  the  deficiency  payment.  An  itemization  of 
the  total  deficiency  payment  is  required.  The  itemization  must 
include  the  following  information: 

(A)  Each  particular  type  of  fee  that  was  erroneously  paid  as 
a  small  entity,  (e.g.,  basic  statutory  filing  fee,  two-month 
extension  of  time  fee)  along  with  the  current  fee  amount  for  a 
non-small  entity; 

(B)  The  small  entity  fee  actually  paid,  and  when.  This  will 
permit  the  Office  to  differentiate,  for  example,  between  two 
one-month  extension  of  time  fees  erroneously  paid  as  a  small 
entity  but  on  different  dates; 

(C)  The  deficiency  owed  amount  (for  each  fee  erroneously 
paid);  and 

(D)  The  total  deficiency  payment  owed,  which  is  the  sum  or 
total  of  the  individual  deficiency  owed  amounts  set  forth  in 
paragraph  (c)(2)(ii)(C)  of  this  section. 

(3)  Failure  to  comply  with  requirements.  If  the  requirements 
of  paragraphs  (c)(1)  and  (c)(2)  of  this  section  are  not  compUed 
with,  such  failure  will  either:  be  treated  as  an  authorization  for 
the  Office  to  process  the  deficiency  payment  and  charge  the 
processing  fee  set  forth  in  §  1.1 7(i),  or  result  in  a  requirement 
for  compliance  within  a  one-month  non-extendable  time  pe- 
riod under  1.136(a)  to  avoid  the  return  of  the  fee  deficiency 
paper,  at  the  option  of  the  Office. 

(d)  Payment  of  deficiency  operates  as  notification  of  loss  of 
status.  Any  deficiency  payment  (based  on  a  previous  erroneous 
payment  of  a  small  entity  fee)  submitted  under  paragraph  (c)  of 
this  section  will  be  treated  under  §  1.27(g)(2)  as  a  notification 
of  a  loss  of  entitlement  to  small  entity  status. 


14.  Section  1.33  is  amended  by  revising  paragraphs  (a)  and  (b) 
to  read  as  follows: 


§  1.33  Correspondence  respecting  patent  applications,  re- 
examination proceedings,  and  other  proceedings. 

(a)  Correspondence  address  and  daytime  telephone  number. 
When  filing  an  appHcation,  a  correspondence  address  must  be 
set  forth  in  either  an  application  data  sheet  (§  1.76),  or 
elsewhere,  in  a  clearly  identifiable  maimer,  in  any  paper 
submitted  with  an  apphcation  fifing.  If  no  correspondence 
address  is  specified,  the  Office  may  treat  the  mailing  address  of 
the  first  named  inventor  (if  provided,  see  §§  1.76(b)(1)  and 
1.63(c)(2))  as  the  correspondence  address.  The  Office  will 
direct  all  notices,  official  letters,  and  other  communications 
relating  to  the  application  to  the  correspondence  address.  The 
Office  will  not  engage  in  double  correspondence  with  an 
applicant  and  a  registered  attorney  or  agent,  or  with  more  than 
one  registered  attorney  or  agent  except  as  deemed  necessary  by 
the  Commissioner.  If  more  than  one  correspondence  address  is 
specified,  the  Office  will  estabUsh  one  as  the  correspondence 
address.  For  the  party  to  whom  correspondence  is  to  be 
addressed,  a  daytime  telephone  number  should  be  supplied  in 
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a  clearly  identifiable  manner  and  may  be  changed  by  any  party 
who  may  change  the  correspondence  address. The  correspon- 
dence address  may  be  changed  as  follows: 

(1)  Prior  to  filing  of  a  §  1.63  oath  or  declaration  by  any  of 
the  inventors.  If  a  §  1.63  oath  or  declaration  has  not  been  filed 
by  any  of  the  inventors,  the  correspondence  address  may  be 
changed  by  the  party  who  filed  the  application.  If  the  applica- 
tion was  filed  by  a  registered  attorney  or  agent,  any  other 
registered  practitioner  named  in  the  transmittal  papers  may 
also  change  the  correspondence  address.  Thus,  the  inventor(s), 
any  registered  practitioner  named  in  the  transmittal  papers 
accompanying  the  original  application,  or  a  party  that  will  be 
the  assignee  who  filed  the  application,  may  change  the  corre- 
spondence address  in  that  application  under  this  paragraph. 

(2)  Where  a  §  1.63  oath  or  declaration  has  been  filed  by  any 
of  the  inventors.  If  a  §  1.63  oath  or  declaration  has  been  filed, 
or  is  filed  concurrent  with  the  filing  of  an  application,  by  any 
of  the  inventors,  the  correspondence  address  may  be  changed 
by  the  parties  set  forth  in  paragraph  (b)  of  this  section,  except 
for  paragraph  (b)(2). 

(b)  Amendments  and  other  papers.  Amendments  and  other 
papers,  except  for  written  assertions  pursuant  to  § 
1.27(c)(2)(ii)  of  this  part,  filed  in  the  apphcation  must  be 
signed  by: 

(1)  A  registered  attorney  or  agent  of  record  appointed  in 
compliance  with  §  1.34(b); 

(2)  A  registered  attorney  or  agent  not  of  record  who  acts  in 
a  representative  capacity  under  the  provisions  of  §  1.34(a); 

(3)  An  assignee  as  provided  for  under  §  3.71(b)  of  this 
chapter;  or 

(4)  All  of  the  applicants  (§  1.41(b))  for  patent,  unless  there 
is  an  assignee  of  the  entire  interest  and  such  assignee  has  taken 
action  in  the  application  in  accordance  with  §  3.71  of  this 
chapter. 


powers  and  be  represented  by  a  registered  attorney  or  agent  of 
the  assignee's  own  selection.  See  §  1.613(d)  for  withdrawal  in 
an  interference. 


17.  Section  1.41  is  amended  by  revising  paragraphs  (a)  and  (c) 
to  read  as  follows: 


§  1.41  Applicant  for  patent. 

(a)  A  patent  is  applied  for  in  the  name  or  names  of  the  actual 
inventor  or  inventors. 

(1)  The  inventorship  of  a  nonprovisional  application  is  that 
inventorship  set  forth  in  the  oath  or  declaration  as  prescribed 
by  §  1.63,  except  as  provided  for  in  §§  1.53(d)(4)  and  1.63(d). 
If  an  oath  or  declaration  as  prescribed  by  §  1.63  is  not  filed 
during  the  pendency  of  a  nonprovisional  application,  the 
inventorship  is  that  inventorship  set  forth  in  the  application 
papers  filed  pursuant  to  §  1.53(b),  unless  applicant  files  a 
paper,  including  the  processing  fee  set  forth  in  §  1.1 7(i), 
supplying  or  changing  the  name  or  names  of  the  inventor  or 
inventors. filed  during  the  pendency  of  a  provisional  applica- 
tion, the  inventorship  is  that  inventorship  set  forth  in  the 
application  papers  filed  pursuant  to 

§  1.53(c),  unless  applicant  files  a  paper  including  the 
processing  fee  set  forth  in  §  1.1 7(q),  supplying  or  changing  the 
name  or  names  of  the  inventor  or  inventors. 

(3)  In  a  nonprovisional  application  filed  without  an  oath  or 
declaration  as  prescribed  by  §  1.63  or  a  provisional  application 
filed  without  a  cover  sheet  as  prescribed  by  §  1.51(c)(1),  the 
name,  residence,  and  citizenship  of  each  person  believed  to  be 
an  actual  inventor  should  be  provided  when  the  application 
papers  pursuant  to  §  1.53(b)  or  §  1.53(c)  are  filed. 

(4)  The  inventors  who  submitted  an  application  under  § 
1.494  or  §  1.495  are  the  inventors  in  the  international  appli- 
cation designating  the  United  States  (§  1.48(f)(1)  does  not 
apply  to  applications  entering  the  national  stage). 


15.  Section  1.34  is  revised  to  read  as  follows: 


§  1.34  Recognition  for  representation. 

(a)  When  a  registered  attorney  or  agent  acting  in  a  repre- 
sentative capacity,  pursuant  to  §  1.31  of  this  part,  appears  in 
person  or  signs  a  paper  in  practice  before  the  United  States 
Patent  and  Trademark  Office  in  a  patent  case,  his  or  her 
personal  appearance  or  signature  shall  constitute  a  representa- 
tion to  the  United  States  Patent  and  Trademark  Office  that 
under  the  provisions  of  this  subchapter  and  the  law,  he  or  she 
is  authorized  to  represent  the  particular  party  in  whose  behalf 
he  or  she  acts.  In  filing  such  a  paper,  the  registered  attorney  or 
agent  should  specify  his  or  her  registration  number  with  his  or 
her  signature.Further  proof  of  authority  to  act  in  a  representa- 
tive capacity  may  be  required. 

(b)  When  a  registered  attorney  or  agent  shall  have  filed  his 
or  her  power  of  attomey.or  authorization,  duly  executed  by  the 
person  or  persons  entitled  to  prosecute  an  application  or  a 
patent  involved  in  a  reexamination  proceeding,  pursuant  to  § 
1.31,  he  or  she  is  a  principal  registered  attorney  or  agent  of 
record  in  the  case.  A  principal  registered  attorney  or  agent,  so 
appointed,  may  appoint  an  associate  registered  attorney  or 
agent  who  shall  also  then  be  of  record. 


16.  Section  1.36  is  revised  to  read  as  follows: 


§  1.36  Revocation  of  power  of  attorney  or  authorization; 
withdrawal  of  registered  attorney  or  agent. 

A  power  of  attorney  or  authorization  of  agent,  pursuant  to  § 
1.31,  may  be  revoked  at  any  stage  in  the  proceedings  of  a  case, 
and  a  registered  attorney  or  agent  may  withdraw,  upon  appli- 
cation to  and  approval  by  the  Commissioner.  A  registered 
attorney  or  agent,  except  an  associate  registered  attorney  or 
agent  whose  address  is  the  same  as  that  of  the  principal 
registered  attorney  or  agent,  will  be  notified  of  the  revocation 
of  the  power  of  attorney  or  authorization,  and  the  applicant  or 
patent  owner  will  be  notified  of  the  withdrawal  of  the  regis- 
tered attorney  or  agent.  An  assignment  will  not  of  itself  operate 
as  a  revocation  of  a  power  or  authorization  previously  given, 
but  the  assignee  of  the  entire  interest  may  revoke  previous 


(c)  Any  person  authorized  by  the  applicant  may  physically 
or  electronically  deliver  an  application  for  patent  to  the  Office 
on  behalf  of  the  inventor  or  inventors,  but  an  oath  or  declara- 
tion for  the  application  (§  1.63)  can  only  be  made  in  accor- 
dance with  §  1.64. 


18.  Section  1.44  is  removed  and  reserved. 


§  1.44  [Reserved] 


19.  Section  1.47  is  revised  to  read  as  follows: 


§  1.47  Filing  when  an  inventor  refuses  to  sign  or  cannot  be 
reached. 

(a)  If  a  joint  inventor  refuses  to  join  in  an  application  for 
patent  or  cannot  be  found  or  reached  after  diligent  eifort,  the 
application  may  be  made  by  the  other  inventor  on  behalf  of 
himself  or  herself  and  the  nonsigning  inventor.  The  oath  or 
declaration  in  such  an  application  must  be  accompanied  by  a 
petition  including  proof  of  the  pertinent  facts,  the  fee  set  forth 
in  §  1.17(h),  and  the  last  known  address  of  the  nonsigning 
inventor.  The  nonsigning  inventor  may  subsequently  join  in  the 
application  by  filing  an  oath  or  declaration  complying  with  § 
1.63. 

(b)  Whenever  all  of  the  inventors  refuse  to  execute  an 
application  for  patent,  or  cannot  be  found  or  reached  after 
diligent  effort,  a  person  to  whom  an  inventor  has  assigned  or 
agreed  in  writing  to  assign  the  invention,  or  who  otherwise 
shows  sufficient  proprietary  interest  in  the  matter  justifying 
such  action,  may  make  application  for  patent  on  behalf  of  and 
as  agent  for  all  the  inventors.  The  oath  or  declaration  in  such 
an  application  must  be  accompanied  by  a  petition  including 
proof  of  the  pertinent  facts,  a  showing  that  such  action  is 
necessary  to  preserve  the  rights  of  the  parties  or  to  prevent 
irreparable  damage,  the  fee  set  forth  in  §  1.17(h),  and  the  last 
known  address  of  all  of  the  inventors.  An  inventor  may 
subsequently  join  in  the  application  by  filing  an  oath  or 
declaration  complying  with  §  1.63. 
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(c)  The  Office  will  send  notice  of  the  filing  of  the  application 
to  all  inventors  who  have  not  joined  in  the  application  at  the 
address(es)  provided  in  the  petition  under  this  section,  and 
pubUsh  notice  of  the  filing  of  the  application  in  the  Official 
Gazette.  The  Office  may  dispense  with  this  notice  provision  in 
a  continuation  or  divisional  application,  if  notice  regarding  the 
filing  of  the  prior  application  was  given  to  the  nonsigning 
inventor(s). 

20.  Section  1.48  is  revised  to  read  as  follows: 


§  1.48  Correction  of  inventorship  in  a  patent  application, 
other  than  a  reissue  application,  pursuant  to  35  U.S.C.  116. 

(a)  Nonprovisional  application  after  oath/declaration  filed.  If 
the  inventive  entity  is  set  forth  in  error  in  an  executed  §  1.63 
oath  or  declaration  in  a  nonprovisional  application,  and  such 
error  arose  without  any  deceptive  intention  on  the  part  of  the 
person  named  as  an  inventor  in  error  or  on  the  part  of  the 
person  who  through  error  was  not  named  as  an  inventor,  the 
inventorship  of  the  nonprovisional  apphcation  may  be 
amended  to  name  only  the  actual  inventor  or  inventors.  If  the 
nonprovisional  application  is  involved  in  an  interference,  the 
amendment  must  comply  with  the  requirements  of  this  section 
and  must  be  accompanied  by  a  motion  under  §  1.634. 
Amendment  of  the  inventorship  requires: 

(1)  A  request  to  correct  the  inventorship  that  sets  forth  the 
desired  inventorship  change; 

(2)  A  statement  from  each  person  being  added  as  an  inventor 
and  from  each  person  being  deleted  as  an  inventor  that  the 
error  in  inventorship  occurred  without  deceptive  intention  on 
his  or  her  part; 

(3)  An  oath  or  declaration  by  the  actual  inventor  or  inventors 
as  required  by  §  1.63  or  as  permitted  by  §§  1.42,  1.43  or  1.47; 

(4)  The  processing  fee  set  forth  in  §  1.17(i);  and 

(5)  If  an  assignment  has  been  executed  by  any  of  the  original 
named  inventors,  the  written  consent  of  the  assignee  (see 
3.73(b)  of  this  chapter). 

(b)  Nonprovisional  application  -  fewer  inventors  due  to 
amendment  or  cancellation  of  claims.  If  the  correct  inventors 
are  named  in  a  nonprovisional  application,  and  the  prosecution 
of  the  nonprovisional  application  results  in  the  amendment  or 
cancellation  of  claims  so  that  fewer  than  all  of  the  currently 
named  inventors  are  the  actual  inventors  of  the  invention  being 
claimed  in  the  nonprovisional  application,  an  amendment  must 
be  filed  requesting  deletion  of  the  name  or  names  of  the  person 
or  persons  who  are  not  inventors  of  the  invention  being 
claimed.  If  the  application  is  involved  in  an  interference,  the 
amendment  must  comply  with  the  requirements  of  this  section 
and  must  be  accompanied  by  a  motion  under  §  1.634. 
Amendment  of  the  inventorship  requires: 

(1)  A  request,  signed  by  a  party  set  forth  in  §  1.33(b),  to 
correct  the  inventorship  that  identifies  the  named  inventor  or 
inventors  being  deleted  and  acknowledges  that  the  inventor's 
invention  is  no  longer  being  claimed  in  the  nonprovisional 
application;  and 

(2)  The  processing  fee  set  forth  in  §  1.17(i). 

(c)  Nonprovisional  application  -  inventors  added  for  claims 
to  previously  unclaimed  subject  matter.  If  a  nonprovisional 
application  discloses  unclaimed  subject  matter  by  an  inventor 
or  inventors  not  named  in  the  application,  the  application  may 
be  amended  to  add  claims  to  the  subject  matter  and  name  the 
correct  inventors  for  the  application.  If  the  application  is 
involved  in  an  interference,  the  amendment  must  comply  with 
the  requirements  of  this  section  and  must  be  accompanied  by 
a  motion  under  §  1.634. Amendment  of  the  inventorship 
requires: 

(1)  A  request  to  correct  the  inventorship  that  sets  forth  the 
desired  inventorship  change; 

(2)  A  statement  from  each  person  being  added  as  an  inventor 
that  the  addition  is  necessitated  by  amendment  of  the  claims 
and  that  the  inventorship  error  occurred  without  deceptive 
intention  on  his  or  her  part; 

(3)  An  oath  or  declaration  by  the  actual  inventors  as  required 
by  §  1.63  or  as  permitted  by  §§  1.42,  1.43,  or  1.47; 

(4)  The  processing  fee  set  forth  in  §  1.17(i);  and 

(5)  If  an  assignment  has  been  executed  by  any  of  the  original 
named  inventors,  the  written  consent  of  the  assignee  (see  § 
3.73(b)  of  this  chapter). 

(d)  Provisional  application  -  adding  omitted  inventors.  If  the 
name  or  names  of  an  inventor  or  inventors  were  omitted  in  a 
provisional  application  through  error  without  any  deceptive 
intention  on  the  part  of  the  omitted  inventor  or  inventors,  the 


provisional  application  may  be  amended  to  add  the  name  or 
names  of  the  omitted  inventor  or  inventors.  Amendment  of  the 
inventorship  requires: 

(1)  A  request,  signed  by  a  party  set  forth  in  §  1.33(b),  to 
correct  the  inventorship  that  identifies  the  inventor  or  inventors 
being  added  and  states  that  the  inventorship  error  occurred 
without  deceptive  intention  on  the  part  of  the  omitted  inventor 
or  inventors;  and 

(2)  The  processing  fee  set  forth  in  §  1.17(q). 

(e)  Provisional  application  -  deleting  the  name  or  names  of 
the  inventor  or  inventors.  If  a  person  or  persons  were  named  as 
an  inventor  or  inventors  in  a  provisional  apphcation  through 
error  without  any  deceptive  intention  on  the  part  of  such 
person  or  persons,  an  amendment  may  be  filed  in  the  provi- 
sional application  deleting  the  name  or  names  of  the  person  or 
persons  who  were  erroneously  named.  Amendment  of  the 
inventorship  requires: 

(1)  A  request  to  correct  the  inventorship  that  sets  forth  the 
desired  inventorship  change; 

(2)  A  statement  by  the  person  or  persons  whose  name  or 
names  are  being  deleted  that  the  inventorship  error  occurred 
without  deceptive  intention  on  the  part  of  such  person  or 
persons; 

(3)  The  processing  fee  set  forth  in  §  1.17(q);  and 

(4)  If  an  assignment  has  been  executed  by  any  of  the  original 
named  inventors,  the  written  consent  of  the  assignee  (see  § 
3.73(b)  of  this  chapter). 

(f)(1)  Nonprovisional  application  -  filing  executed  oath/ 
declaration  corrects  inventorship.  If  the  correct  inventor  or 
inventors  are  not  named  on  filing  a  nonprovisional  application 

(2)  The  inventorship  of  a  provisional  application  is  that 
inventorship  set  forth  in  the  cover  sheet  as  prescribed  by  § 
1.51(c)(1).  If  a  cover  sheet  as  prescribed  by  §  1.51(c)(1)  is  not 
under  §  1.53(b)  without  an  executed  oath  or  declaration  under 
§  1.63  by  any  of  the  inventors,  the  first  submission  of  an 
executed  oath  or  declaration  under  §  1.63  by  any  of  the 
inventors  during  the  pendency  of  the  application  will  act  to 
correct  the  earlier  identification  of  inventorship.  See  §§ 
1.41(a)(4)  and  1.497(d)  for  submission  of  an  executed  oath  or 
declaration  to  enter  the  national  stage  under  35  U.S.C.  371  and 
§  1.494  or  §  1.495  naming  an  inventive  entity  different  from 
the  inventive  entity  set  forth  in  the  international  stage. 

(2)  Provisional  application  -  filing  cover  sheet  corrects 
inventorship.  If  the  correct  inventor  or  inventors  are  not  named 
on  filing  a  provisional  application  without  a  cover  sheet  under 
§  1.51(c)(1),  the  later  submission  of  a  cover  sheet  under  § 
1.51(c)(1)  during  the  pendency  of  the  application  will  act  to 
correct  the  earlier  identification  of  inventorship. 

(g)  Additional  information  may  be  required.  The  Office  may 
require  such  other  information  as  may  be  deemed  appropriate 
under  the  particular  circumstances  surrounding  the  correction 
of  inventorship. 

(h)  Reissue  applications  not  covered.  The  provisions  of  this 
section  do  not  apply  to  reissue  applications.  See  §§  1.171  and 
1.175  for  correction  of  inventorship  in  a  patent  via  a  reissue 
application. 

(i)  Correction  of  inventorship  in  patent  or  interference.  See 
§  1.324  for  correction  of  inventorship  in  a  patent,  and  §  1.634 
for  correction  of  inventorship  in  an  interference. 


21.  Section  1.51  is  amended  by  revising  paragraph  (b)  to  read 
as  follows: 


§  1.51  General  requisites  of  an  application. 


(b)  A  complete  application  filed  under  §  1.53(b)  or  §  1.53(d) 
comprises: 

(1)  A  specification  as  prescribed  by  35  U.S.C.  112,  including 
a  claim  or  claims,  see  §§  1.71  to  1.77; 

(2)  An  oath  or  declaration,  see  §§  1.63  and  1.68; 

(3)  Drawings,  when  necessary,  see  §§  1.81  to  1.85;  and 

(4)  The  prescribed  filing  fee,  see  §  1.16. 


22.  Section  1.52  is  amended  by  revising  paragraphs  (a),  (b), 
and  (c),  and  adding  paragraph  (e)  to  read  as  follows: 
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§  1.52  Language,  paper,  writing,  margins,  compact  disc 
specification. 

(a)  Papers  that  are  to  become  a  part  of  the  permanent  United 
States  Patent  and  Trademark  Office  records  in  the  file  of  a 
patent  application  or  a  reexamination  proceeding. 

(1)  All  papers,  other  than  drawings,  that  are  to  become  a  part 
of  the  permanent  United  States  Patent  and  Trademark  Office 
records  in  the  file  of  a  patent  application  or  reexamination 
proceeding  must  be  on  sheets  of  paper  that  are  the  same  size, 
and: 

(i)Flexible,  strong,  smooth,  non-shiny,  durable,  and  white; 

(ii)  Either  21.0  cm  by  29.7  cm  (DIN  size  A4)  or  21.6  cm  by 
27.9  cm  (8  [OOab]  by  11  inches),  with  each  sheet  including  a 
top  margin  of  at  least  2.0  cm  (3/4  inch),  a  left  side  margin  of 
at  least  2.5  cm  (1  inch),  a  right  side  margin  of  at  least  2.0  cm 
(3/4  inch),  and  a  bottom  margin  of  at  least  2.0  cm  (3/4  inch); 

(iii)  Written  on  only  one  side  in  portrait  orientation; 

(iv)  Plainly  and  legibly  written  either  by  a  typewriter  or 
machine  printer  in  permanent  dark  ink  or  its  equivalent;  and 

(v)Presented  in  a  form  having  sufficient  clarity  and  contrast 
between  the  paper  and  the  writing  thereon  to  permit  the  direct 
reproduction  of  readily  legible  copies  in  any  number  by  use  of 
photographic,  electrostatic.  photo-oflFset,  and  microfilming  pro- 
cesses and  electronic  capture  by  use  of  digital  imaging  and 
optical  character  recognition. 

(2)  All  papers  that  are  to  become  a  part  of  the  permanent 
records  of  the  United  States  Patent  and  Trademark  Office 
should  have  no  holes  in  the  sheets  as  submitted. 

(3)  The  provisions  of  this  paragraph  and  paragraph  (b)  of 
this  section  do  not  apply  to  the  pre-printed  information  on 
forms  provided  by  the  Office,  or  to  the  copy  of  the  patent 
submitted  in  double  column  format  as  the  specification  in  a 
reissue  application  or  request  for  reexamination. 

(4)  See  §  1.58  for  chemical  and  mathematical  formulae  and 
tables,  and  §  1.84  for  drawings. 

(5)  If  papers  that  do  not  comply  with  paragraph  (a)(1)  of  this 
section  are  submitted  as  part  of  the  permanent  record,  other 
than  the  drawings,  applicant,  or  the  patent  owner,  or  the 
requester  in  a  reexamination  proceeding,  will  be  notified  and 
must  provide  substitute  papers  that  comply  with  paragraph 
(a)(  1 )  of  this  section  within  a  set  time  period. 

(b)  The  application  (specification,  including  the  claims, 
drawings,  and  oath  or  declaration)  or  reexamination  proceed- 
ing and  any  amendments  or  corrections  to  the  application  or 
reexamination  proceeding. 

(1)  The  application  or  proceeding  and  any  amendments  or 
corrections  to  the  application  (including  any  translation  sub- 
mitted pursuant  to  paragraph  (d)  of  this  section)  or  proceeding, 
except  as  provided  for  in  §  1.69  and  paragraph  (d)  of  this 
section,  must: 

(i)  Comply  with  the  requirements  of  paragraph  (a)  of  this 
section;  and 

(ii)  Be  in  the  English  language  or  be  accompanied  by  a 
translation  of  the  application  and  a  translation  of  any  correc- 
tions or  amendments  into  the  English  language  together  with  a 
statement  that  the  translation  is  accurate. 

(2)  The  specification  (including  the  abstract  and  claims)  for 
other  than  reissue  applications  and  reexamination  proceedings, 
and  any  amendments  for  applications  (including  reissue  appli- 
cations) and  reexamination  proceedings  to  the  specification, 
except  as  provided  for  in  §§  1.821  through  1.825,  must  have: 

(i)  Lines  that  are  1  [OOab]  or  double  spaced; 

(ii)  Text  written  in  a  nonscript  type  font  (e.g.,  Arial,  Times 
Roman,  or  Courier)  lettering  style  having  capital  letters  which 
are  at  least  0.21  cm  (0.08  inch)  high;  and 

(iii)  Only  a  single  column  of  text. 

(3)  The  claim  or  claims  must  commence  on  a  separate  sheet 
(§  1.75(h)). 

(4)  TTie  abstract  must  commence  on  a  separate  sheet  or  be 
submitted  as  the  first  page  of  the  patent  in  a  reissue  application 
or  reexamination  proceeding  (§  1.72(b)). 

(5)  Other  than  in  a  reissue  application  or  reexamination 
proceeding,  the  pages  of  the  specification  including  claims  and 
abstract  must  be  numbered  consecutively,  starting  with  1,  the 
numbers  being  centrally  located  above  or  preferably,  below, 
the  text. 

(6)  Other  than  in  a  reissue  application  or  reexamination 
proceeding,  the  paragraphs  of  the  specification,  other  than  in 
the  claims  or  abstract,  may  be  numbered  at  the  time  the 
application  is  filed,  and  should  be  individually  and  consecu- 
tively numbered  using  Arabic  numerals,  so  as  to  unambigu- 
ously identify  each  paragraph.  The  number  should  consist  of  at 
least  four  numerals  enclosed  in  square  brackets,  including 


leading  zeros  (e.g.,  [0001]).The  numbers  and  enclosing  brack- 
ets should  appear  to  the  right  of  the  left  margin  as  the  first  item 
in  each  paragraph,  before  the  first  word  of  the  paragraph,  and 
should  be  highlighted  in  bold.  A  gap,  equivalent  to  approxi- 
mately four  spaces,  should  follow  the  number.  Nontext  ele- 
ments (e.g.,  tables,  mathematical  or  chemical  formulae,  chemi- 
cal structures,  and  sequence  data)  are  considered  part  of  the 
numbered  paragraph  around  or  above  the  elements,  and  should 
not  be  independently  numbered.  If  a  nontext  element  extends 
to  the  left  margin,  it  should  not  be  numbered  as  a  separate  and 
independent  paragraph.  A  list  is  also  treated  as  part  of  the 
paragraph  around  or  above  the  list,  and  should  not  be  inde- 
pendently numbered.  Paragraph  or  section  headers  (titles), 
whether  abutting  the  left  margin  or  centered  on  the  page,  are 
not  considered  paragraphs  and  should  not  be  numbered. 

(7)  If  papers  that  do  not  comply  with  paragraphs  (b)(1) 
through  (b)(5)  of  this  sectionare  submitted  as  part  of  the 
application,  applicant,  or  patent  owner,  or  requester  in  a 
reexamination  proceeding,  will  be  notified  and  the  applicant, 
patent  owner  or  requester  in  a  reexamination  proceeding  must 
provide  substitute  papers  that  comply  with  paragraphs  (b)(1) 
through  (b)(5)  of  this  section  within  a  set  time  period. 

(c)(1)  Any  interlineation,  erasure,  cancellation  or  other 
alteration  of  the  application  papers  filed  must  be  made  before 
the  signing  of  any  accompanying  oath  or  declaration  pursuant 
to  §  1.63  referring  to  those  application  papers  and  should  be 
dated  and  initialed  or  signed  by  the  applicant  on  the  same  sheet 
of  paper.  Application  papers  containing  alterations  made  after 
the  signing  of  an  oath  or  declaration  referring  to  those 
application  papers  must  be  supported  by  a  supplemental  oath 
or  declaration  under  §  1.67.  In  either  situation,  a  substitute 
specification  (§  1.125)  is  required  if  the  application  papers  do 
not  comply  with  paragraphs  (a)  and  (b)  of  this  section. 

(2)  After  the  signing  of  the  oath  or  declaration  referring  to 
the  application  papers,  amendments  may  only  be  made  in  the 
manner  provided  by  §  1.121. 

(3)  Notwithstanding  the  provisions  of  this  paragraph,  if  an 
oath  or  declaration  is  a  copy  of  the  oath  or  declaration  from  a 
prior  application,  the  application  for  which  such  copy  is 
submitted  may  contain  alterations  that  do  not  introduce  matter 
that  would  have  been  new  matter  in  the  prior  application. 


(e)  Electronic  documents  that  are  to  become  part  of  the 
permanent  United  States  Patent  and  Trademark  Office  records 
in  the  file  of  a  patent  application  or  reexamination  proceeding. 

(1)  The  following  documents  may  be  submitted  to  the  Office 
on  a  compact  disc  in  compliance  with  this  paragraph: 

(i)A  computer  program  listing  (see  §  1.96); 

(ii)  A  "Sequence  Listing"  (submitted  under  §  1.821(c));  or 

(iii)  A  table  (see  §  1.58)  that  has  more  than  50  pages  of  text. 

(2)  A  compact  disc  as  used  in  this  part  means  a  Compact 
Disc-Read  Only  Memory  (CD-ROM)  or  a  Compact  Disc- 
Recordable  (CD-R)  in  compliance  with  this  paragraph.  A 
CD-ROM  is  a  "read-only"  medium  on  which  the  data  is 
pressed  into  the  disc  so  that  it  cannot  be  changed  or  erased.  A 
CD-R  is  a  "write  once"  medium  on  which  once  the  data  is 
recorded,  it  is  permanent  and  cannot  be  changed  or  erased. 

(3)(i)  Each  compact  disc  must  conform  to  the  International 
Standards  Organization  (ISO)  9660  standard,  and  the  contents 
of  each  compact  disc  must  be  in  compliance  with  the  American 
Standard  Code  for  Information  Interchange  (ASCII). 

(ii)  Each  compact  disc  must  be  enclosed  in  a  hard  compact 
disc  case  within  an  unsealed  padded  and  protective  mailing 
envelope  and  accompanied  by  a  transmittal  letter  on  paper  in 
accordance  with  paragraph  (a)  of  this  section.  The  transmittal 
letter  must  list  for  each  compact  disc  the  machine  format  (e.g., 
IBM-PC,  Macintosh),  the  operating  system  compatibility  (e.g., 
MS-DOS,  MS-Windows,  Macintosh.  Unix),  a  list  of  files 
contained  on  the  compact  disc  including  their  names,  sizes  in 
bytes,  and  dates  of  creation,  plus  any  other  special  information 
that  is  necessary  to  identify,  maintain,  and  interpret  the 
information  on  the  compact  disc.  Compact  discs  submitted  to 
the  Office  will  not  be  returned  to  the  applicant. 

(4)  Any  compact  disc  must  be  submitted  in  duplicate  unless 
it  contains  only  the  "Sequence  Listing"  in  computer  readable 
form  required  by  §  1.821(e).  The  compact  disc  and  dupHcate 
copy  must  be  labeled  "Copy  1"  and  "Copy  2,"  respectively. 
The  transmittal  letter  which  accompanies  the  compact  disc 
must  include  a  statement  that  the  two  compact  discs  are 
identical.  In  the  event  that  the  two  compact  discs  are  not 
identical,  the  Office  will  use  the  compact  disc  labeled  "Copy  1" 
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for  further  processing.  Any  amendment  to  the  information  on 
a  compact  disc  must  be  by  way  of  a  replacement  compact  disc 
in  compliance  with  this  paragraph  containing  the  substitute 
information,  and  must  be  accompanied  by  a  statement  that  the 
replacement  compact  disc  contains  no  new  matter. The  compact 
disc  and  copy  must  be  labeled  "COPY  1  REPLACEMENT 
MM/DD/YYYY"  (with  the  month,  day  and  year  of  creation 
indicated),  and  "COPY  2  REPLACEMENT  MM/DDA"YYY," 
respectively. 

(5)  The  specification  must  contain  an  incorporation-by- 
reference  of  the  material  on  the  compact  disc  in  a  separate 
paragraph  (§  1.77(b)(4)),  identifying  each  compact  disc  by  the 
names  of  the  files  contained  on  each  of  the  compact  discs,  their 
date  of  creation  and  their  sizes  in  bytes.  The  Ofl&ce  may  require 
applicant  to  amend  the  specification  to  include  in  the  paper 
portion  any  part  of  the  specification  previously  submitted  on 
compact  disc. 

(6)  A  compact  disc  must  also  be  labeled  with  the  following 
information: 

(i)The  name  of  each  inventor  (if  known); 

(ii)  Title  of  the  invention; 

(iii)  The  docket  number,  or  application  number  if  known, 
used  by  the  person  filing  the  application  to  identify  the 
application;  and 

(iv)  A  creation  date  of  the  compact  disc. 

(v)  If  multiple  compact  discs  are  submitted,  the  label  shall 
indicate  their  order  (e.g.  "1  of  X"). 

(vi)  An  indication  that  the  disk  is  "Copy  1"  or  "Copy  2"  of 
the  submission.  See  paragraph  (b)(4)  of  this  section. 

(7)  If  a  file  is  unreadable  on  both  copies  of  the  disc,  the 
unreadable  file  will  be  treated  as  not  having  been  submitted.  A 
file  is  unreadable  if,  for  example,  it  is  of  a  format  that  does  not 
comply  with  the  requirements  of  paragraph  (e)(3)  of  this 
section,  it  is  corrupted  by  a  computer  vims,  or  it  is  written  onto 
a  defective  compact  disc. 

23.  Section  1.53  is  amended  by  revising  paragraphs  (c)(1), 
(c)(2),  (d)(4),  (e)(2),  (f)  and  (g)  and  adding  paragraph  (d)(10) 
to  read  as  follows: 

§  1.53  Application  number,  filing  date,  and  completion  of 
application. 

(1)  A  provisional  application  must  also  include  the  cover 
sheet  required  by  §  1.51(c)(1),  which  may  be  an  application 
data  sheet  (§  1.76),  or  a  cover  letter  identifying  the  application 
as  a  provisional  application.  Otherwise,  the  application  will  be 
treated  as  an  application  filed  under  paragraph  (b)  of  this 
section. 

(2)  An  application  for  patent  filed  under  paragraph  (b)  of  this 
section  may  be  converted  to  a  provisional  application  and  be 
accorded  the  original  filing  date  of  the  application  filed  under 
paragraph  (b)  of  this  section.  The  grant  of  such  a  request  for 
conversion  will  not  entitle  applicant  to  a  refund  of  the  fees  that 
were  properly  paid  in  the  application  filed  under  paragraph  (b) 
of  this  section.  Such  a  request  for  conversion  must  be  accom- 
panied by  the  processing  fee  set  forth  in  §  1.17(q)  and  be  filed 
prior  to  the  earliest  of: 

(i)Abandonment  of  the  application  filed  under  paragraph  (b) 
of  this  section; 

(ii)  Payment  of  the  issue  fee  on  the  apphcation  filed  under 
paragraph  (b)  of  this  section; 

(iii)  Expiration  of  twelve  months  after  the  filing  date  of  the 
application  filed  under  paragraph  (b)  of  this  section;  or 

(iv)  The  filing  of  a  request  for  a  statutory  invention 
registration  under  §  1.293  in  the  application  filed  under 
paragraph  (b)  of  this  section. 


(d) 


*  *  * 


(4)  An  application  filed  under  this  paragraph  may  be  filed  by 
fewer  than  all  the  inventors  named  in  the  prior  application, 
provided  that  the  request  for  an  application  under  this  para- 
graph when  filed  is  accompanied  by  a  statement  requesting 
deletion  of  the  name  or  names  of  the  person  or  persons  who  are 
not  inventors  of  the  invention  being  claimed  in  the  new 


application.  No  person  may  be  named  as  an  inventor  in  an 
application  filed  under  this  paragraph  who  was  not  named  as 
an  inventor  in  the  prior  application  on  the  date  the  application 
under  this  paragraph  was  filed,  except  by  way  of  correction  of 
inventorship  under  §  1.48. 


(10)  See  §  1.103(b)  for  requesting  a  limited  suspension  of 
action  in  an  application  filed  under  this  paragraph. 


(e) 


*  *  * 


(2)  Any  request  for  review  of  a  notification  pursuant  to 
paragraph  (e)(1)  of  this  section,  or  a  notification  that  the 
original  application  papers  lack  a  portion  of  the  specification  or 
drawing(s),  must  be  by  way  of  a  petition  pursuant  to  this 
paragraph  accompanied  by  the  fee  set  forth  in  §  1.17(h).  In  the 
absence  of  a  timely  (§  1.181(f))  petition  pursuant  to  this 
paragraph,  the  filing  date  of  an  application  in  which  the 
applicant  was  notified  of  a  filing  error  pursuant  to  paragraph 
(e)(1)  of  this  section  will  be  the  date  the  filing  error  is 
corrected. 


(f)  Completion  of  application  subsequent  to  fiUng  -  Nonpro- 
visional  (including  continued  prosecution  or  reissue)  applica- 
tion. 

(1)  If  an  application  which  has  been  accorded  a  fifing  date 
pursuant  to  paragraph  (b)  or  (d)  of  this  section  does  not  include 
the  basic  filing  fee,  or  if  an  appUcation  which  has  been 
accorded  a  filing  date  pursuant  to  paragraph  (b)  of  this  section 
does  not  include  an  oath  or  declaration  by  the  applicant 
pursuant  to  §  1.63,  §  1.162  or  §  1.175,  and  applicant  has 
provided  a  correspondence  address  (§  1.33(a)),  applicant  will 
be  notified  and  given  a  period  of  time  within  which  to  pay  the 
filing  fee,  file  an  oath  or  declaration  in  an  application  under 
paragraph  (b)  of  this  section,  and  pay  the  surcharge  required  by 
§  1.16(e)  to  avoid  abandonment. 

(2)  If  an  apphcation  which  has  been  accorded  a  filing  date 
pursuant  to  paragraph  (b)  of  this  section  does  not  include  the 
basic  filing  fee  or  an  oath  or  declaration  by  the  applicant 
pursuant  to  §§  1.63,  1.162  or  §  1.175,  and  applicant  has  not 
provided  a  correspondence  address  (§  1.33(a)),  applicant  has 
two  months  from  the  filing  date  of  the  application  within  which 
to  pay  the  basic  filing  fee,  file  an  oath  or  declaration,  and  pay 
the  surcharge  required  by  §  1.16(e)  to  avoid  abandonment. 

(3)  This  paragraph  applies  to  continuation  or  divisional 
applications  under  paragraphs  (b)  or  (d)  of  this  section  and  to 
continuation-in-part  appHcations  under  paragraph  (b)  of  this 
section. 

(4)  See  §  1 .63(d)  concerning  the  submission  of  a  copy  of  the 
oath  or  declaration  from  the  prior  apphcation  for  a  continua- 
tion or  divisional  apphcation  under  paragraph  (b)  of  this 
section. 

(5)  If  appUcant  does  not  pay  one  of  the  basic  filing  or  the 
processing  and  retention  fees  (§  1.21(1))  during  the  pendency 
of  the  application,  the  Office  may  dispose  of  the  apphcation. 

(g)  Completion  of  application  subsequent  to  fihng  -  provi- 
sional application. 

(1)  If  a  provisional  application  which  has  been  accorded  a 
filing  date  pursuant  to  paragraph  (c)  of  this  section  does  not 
include  the  cover  sheet  required  by  §  1.51(c)(1)  or  the  basic 
fifing  fee  (§  1.16(k)),  and  applicant  has  provided  a  correspon- 
dence address  (§  1.33(a)),  applicant  will  be  notified  and  given 
a  period  of  time  within  which  to  pay  the  basic  filing  fee,  file  a 
cover  sheet  (§  1.51(c)(1)),  and  pay  the  surcharge  requked  by  § 
1.16(1)  to  avoid  abandonment. 

(2)  If  a  provisional  application  which  has  been  accorded  a 
filing  date  pursuant  to  paragraph  (c)  of  this  section  does  not 
include  the  cover  sheet  required  by  §  1.51(c)(1)  or  the  basic 
filing  fee  (§  1.16(k)),  and  applicant  has  not  provided  a 
correspondence  address  (§  1.33(a)),  apphcant  has  two  months 
from  the  filing  date  of  the  appUcation  within  which  to  pay  the 
basic  filing  fee,  file  a  cover  sheet  (§  1.51(c)(1)),  and  pay  the 
surcharge  required  by  §  1.16(1)  to  avoid  abandonment. 

(3)  If  appficant  does  not  pay  the  basic  filing  fee  during  the 
pendency  of  the  application,  the  Office  may  dispose  of  the 
application. 
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24.  Section  1.55  is  amended  by  revising  paragraph  (a)  to  read 
as  follows: 


§  1.55  Claim  for  foreign  priority. 

(a)  An  applicant  in  a  nonprovisional  application  may  claim 
the  benefit  of  the  filing  date  of  one  or  more  prior  foreign 
applications  under  the  conditions  specified  in  35  U.S.C.  1 19(a) 
through  (d),  172.  and  365(a)  and  (b). 

(1)  The  claim  for  priority  must  identify  the  foreign  applica- 
tion for  which  priority  is  claimed,  as  well  as  any  foreign 
application  for  the  same  subject  having  a  fifing  date  before  that 
of  the  apphcation  for  which  priority  is  claimed,  by  specifying 
the  application  number,  country  (or  intergovernmental  organi- 
zation), day,  month,  and  year  of  its  filing. 

(2)(i)  In  an  application  filed  under  35  U.S.C.  111(a),  the 
claim  for  priority  and  the  certified  copy  of  the  foreign 
application  specified  in  35  U.S.C.  119(b)  must  be  filed  before 
the  patent  is  granted. 

(ii)  In  an  application  that  entered  the  national  stage  from  an 
international  application  after  compliance  with  35  U.S.C.  371, 
the  claim  for  priority  must  be  made  within  the  time  limit  set 
forth  in  the  PCX  and  the  Regulations  under  the  PCX  If  the 
certified  copy  of  the  foreign  application  has  not  been  filed  in 
accordance  with  the  PCT  and  the  Regulations  under  the  PCT, 
it  must  be  filed  before  the  patent  is  granted. 

(iii)  When  the  application  becomes  involved  in  an  interfer- 
ence (§  1.630),  when  necessary  to  overcome  the  date  of  a 
reference  relied  upon  by  the  examiner,  or  when  deemed 
necessary  by  the  examiner,  the  OflBce  may  require  that  the 
claim  for  priority  and  the  certified  copy  of  the  foreign 
application  be  filed  earlier  than  provided  in  paragraph  (a)(2)(i) 
or  (a)(2)(ii)  of  this  section. 

(iv)  If  the  claim  for  priority  or  the  certified  copy  of  the 
foreign  application  is  filed  after  the  date  the  issue  fee  is  paid 
but  before  the  patent  is  granted  (published),  it  must  be 
accompanied  by  the  processing  fee  set  forth  in  §  1.17(i).  While 
the  priority  claim  or  certified  copy  filed  at  such  time  will  be 
placed  in  the  file  record,  neither  will  be  reviewed  and  the 
patent  when  published  will  not  include  the  priority  claim.  In 
such  instances,  patentee  may  request  a  certificate  of  correction 
under  35  U.S.C.  255  and  §  1.323,  and  a  determination  of 
entitlement  for  priority  will  be  made  after  the  patent  is  granted. 

(3)  An  English-language  translation  of  a  non-English-lan- 
guage foreign  application  is  not  required  except  when  the 
application  is  involved  in  an  interference  (§  1.630),  when 
necessary  to  overcome  the  date  of  a  reference  relied  upon  by 
the  examiner,  or  when  specifically  required  by  the  examiner.  If 
an  English-language  translation  is  required,  it  must  be  filed 
together  with  a  statement  that  the  translation  of  the  certified 
copy  is  accurate. 


25.  Section  1.56  is  amended  by  adding  a  new  paragraph  (e)  to 
read  as  follows: 


§  1.56  Duty  to  disclose  information  material  to  patentabil- 
ity. 

(e)  In  any  continuation-in-part  application,  the  duty  under 
this  section  includes  the  duty  to  disclose  to  the  OflBce  all 
information  known  to  the  person  to  be  material  to  patentability, 
as  defined  in  paragraph  (b)  of  this  section,  which  became 
available  between  the  filing  date  of  the  prior  application  and 
the  national  or  PCT  international  filing  date  of  the  continua- 
tion-in-part application. 


26.  Section  1.58  is  amended  by  adding  paragraph  (b)  to  read  as 
follows: 


§  1.58  Chemical  and  mathematical  formulae  and  tables. 

:1c    :f:    :{:    :4e    :fe 

(b)  Tables  that  are  submitted  in  electronic  form  (§§  1.96(c) 
and  1.821(c))  must  maintain  the  spatial  relationships  (e.g., 
columns  and  rows)  of  the  table  elements  and  preserve  the 


information  they  convey.  Chemical  and  mathematical  formulae 
must  be  encoded  to  maintain  the  proper  positioning  of  their 
characters  when  displayed  in  order  to  preserve  their  intended 
meaning. 


27.  Section  1.59  is  amended  by  revising  paragraph  (b)  to  read 
as  follows: 


§  1.59  Expungement  of  information  or  copy  of  papers  in 
application  file. 


(b)  An  applicant  may  request  that  the  OflBce  expunge  and 
return  information,  other  than  what  is  excluded  by  paragraph 
(a)(2)  of  this  section,  by  filing  a  petition  under  this  paragraph. 
Any  petition  to  expunge  and  return  information  from  an 
application  must  include  the  fee  set  forth  in  §  1.17(h)  and 
establish  to  the  satisfaction  of  the  Commissioner  that  the  return 
of  the  information  is  appropriate. 

Up    :^    :!(:    :^    ^ 


28.  Section  1.63  is  amended  by  revising  paragraphs  (a),  (b), 
(c),  and  (e)  to  read  as  follows: 

§  1.63  Oath  or  declaration. 

(a)  An  oath  or  declaration  filed  under  §  1.51(b)(2)  as  a  part 
of  a  nonprovisional  application  must: 

(1)  Be  executed,  i.e.,  signed,  in  accordance  with  either  § 
1.66  or  §  1.68.  There  is  no  minimum  age  for  a  person  to  be 
qualified  to  sign,  but  the  person  must  be  competent  to  sign,  i.e., 
understand  the  document  that  the  person  is  signing; 

(2)  Identify  each  inventor  by  full  name,  including  the  family 
name,  and  at  least  one  given  name  without  abbreviation 
together  with  any  other  given  name  or  initial; 

(3)  Identify  the  country  of  citizenship  of  each  inventor;  and 

(4)  State  that  the  person  making  the  oath  or  declaration 
believes  the  named  inventor  or  inventors  to  be  the  original  and 
first  inventor  or  inventors  of  the  subject  matter  which  is 
claimed  and  for  which  a  patent  is  sought. 

(b)  In  addition  to  meeting  the  requirements  of  paragraph  (a) 
of  this  section,  the  oath  or  declaration  must  also: 

(1)  Identify  the  application  to  which  it  is  directed; 

(2)  State  that  the  person  making  the  oath  or  declaration  has 
reviewed  and  understands  the  contents  of  the  application, 
including  the  claims,  as  amended  by  any  amendment  specifi- 
cally referred  to  in  the  oath  or  declaration;  and 

(3)  State  that  the  person  making  the  oath  or  declaration 
acknowledges  the  duty  to  disclose  to  the  OflBce  all  information 
known  to  the  person  to  be  material  to  patentability  as  defined 
in  §  1.56. 

(c)  Unless  such  information  is  supplied  on  an  application 
data  sheet  in  accordance  with  §  1.76,  the  oath  or  declaration 
must  also  identify: 

(1)  The  mailing  address,  and  the  residence  if  an  inventor 
lives  at  a  location  which  is  different  from  where  the  inventor 
customarily  receives  mail,  of  each  inventor;  and 

(2)  Any  foreign  application  for  patent  (or  inventor's  certifi- 
cate) for  which  a  claim  for  priority  is  made  pursuant  to  §  1.55, 
and  any  foreign  application  having  a  filing  date  before  that  of 
the  application  on  which  priority  is  claimed,  by  specifying  the 
application  number,  country,  day,  month,  and  year  of  its  filing. 


(e)  A  newly  executed  oath  or  declaration  must  be  filed  in  any 
continuation-in-part  application,  which  application  may  name 
all,  more,  or  fewer  than  all  of  the  inventors  named  in  the  prior 
application. 


29.  Section  1.64  is  revised  to  read  as  follows: 
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§  1.64  Person  making  oath  or  declaration. 

(a)  The  oath  or  declaration  (§  1.63),  including  any  supple- 
mental oath  or  declaration  <§  1.67),  must  be  made  by  all  of  the 
actual  inventors  except  as  provided  for  in  §§  1.42,  1.43,  1.47, 
or  §  1.67. 

(b)  If  the  person  making  the  oath  or  declaration  or  any 
supplemental  oath  or  declaration  is  not  the  inventor  (§§  1.42, 
1.43,  1.47,  or  §  1.67),  the  oath  or  declaration  shall  state  the 
relationship  of  the  person  to  the  inventor,  and,  upon  informa- 
tion and  belief,  the  facts  which  the  inventor  is  required  to  state. 
If  the  person  signing  the  oath  or  declaration  is  the  legal 
representative  of  a  deceased  inventor,  the  oath  or  declaration 
shall  also  state  that  the  person  is  a  legal  representative  and  the 
citizenship,  residence,  and  mailing  address  of  the  legal  repre- 
sentative. 

30.  Section  1.67  is  amended  by  revising  paragraph  (a)  and 
removing  and  reserving  paragraph  (c)  to  read  as  follows: 

§  1.67  Supplemental  oath  or  declaration. 

(a)  The  Office  may  require,  or  inventors  and  applicants  may 
submit,  a  supplemental  oath  or  declaration  meeting  the  require- 
ments of  §  1.63  or  §  1.162  to  correct  any  deficiencies  or 
inaccuracies  present  in  the  earlier  filed  oath  or  declaration. 

(1)  Deficiencies  or  inaccuracies  relating  to  all  the  inventors 
or  appUcants  (§§  1.42,  1.43,  or  §  1.47)  may  be  corrected  with 
a  supplemental  oath  or  declaration  signed  by  all  the  inventors 
or  applicants. 

(2)  Deficiencies  or  inaccuracies  relating  to  fewer  than  all  of 
the  inventor(s)  or  applicant(s)  (§§  1.42,  1.43  or  §  1.47)  may  be 
corrected  with  a  supplemental  oath  or  declaration  identifying 
the  entire  inventive  entity  but  signed  only  by  the  inventor(s)  or 
applicant(s)  to  whom  the  error  or  deficiency  relates. 

(3)  Deficiencies  or  inaccuracies  due  to  the  failure  to  meet  the 
requirements  of  §  1.63(c)  (e.g.,  to  correct  the  omission  of  a 
maiUng  address  of  an  inventor)  in  an  oath  or  declaration  may 
be  corrected  with  an  application  data  sheet  in  accordance  with 
§  1.76. 

(4)  Submission  of  a  supplemental  oath  or  declaration  or  an 
application  data  sheet  (§  1.76),  as  opposed  to  who  must  sign 
the  supplemental  oath  or  declaration  or  an  application  data 
sheet,  is  governed  by  §  1.33(a)(2)  and  paragraph  (b)  of  this 
section. 


31.  Section  1.72  is  revised  to  read  as  follows: 

§  1.72  Title  and  abstract. 

(a)  Unless  the  title  is  supplied  in  an  application  data  sheet  (§ 
1.76),  the  title  of  the  invention,  which  should  be  as  short  and 
specific  as  possible,  should  appear  as  a  heading  on  the  first 
page  of  the  specification. 

(b)  A  brief  abstract  of  the  technical  disclosure  in  the 
specification  must  commence  on  a  separate  sheet,  preferably 
following  the  claims,  under  the  heading  "Abstract"  or  "Ab- 
stract of  the  Disclosure."  The  abstract  in  an  application  filed 
under  35  U.S.C.  HI  may  not  exceed  150  words  in  length.  The 
purpose  of  the  abstract  is  to  enable  the  United  States  Patent  and 
Trademark  Office  and  the  public  generally  to  determine 
quickly  from  a  cursory  inspection  the  nature  and  gist  of  the 
technical  disclosure.  The  abstract  will  not  be  used  for  inter- 
preting the  scope  of  the  claims. 

32.  A  new  §  1.76  is  added  to  read  as  follows: 

§  1.76  Application  data  sheet. 

(a)  Application  data  sheet.  An  application  data  sheet  is  a 
sheet  or  sheets,  that  may  be  voluntarily  submitted  in  either 
provisional  or  nonprovisional  applications,  which  contains 
bibliographic  data,  arranged  in  a  format  specified  by  the  Office. 
If  an  application  data  sheet  is  provided,  the  application  data 
sheet  is  part  of  the  provisional  or  nonprovisional  application 
for  which  it  has  been  subinitted. 

(b)  Bibliographic  data.  Bibliographic  data  as  used  in  para- 
graph (a)  of  this  section  includes: 


(1)  Applicant  information.  This  information  includes  the 
name,  residence,  maihng  address,  and  citizenship  of  each 
apphcant  (§  1.41(b)).  The  name  of  each  applicant  must  include 
the  family  name,  and  at  least  one  given  name  without  abbre- 
viation together  with  any  other  given  name  or  initial.  If  the 
applicant  is  not  an  inventor,  this  information  also  includes  the 
applicant's  authority  (§§  1.42,  1.43,  and  1.47)  to  apply  for  the 
patent  on  behalf  of  the  inventor. 

(2)  Correspondence  information.  This  information  includes 
the  correspondence  address,  which  may  be  indicated  by 
reference  to  a  customer  number,  to  which  correspondence  is  to 
be  directed  (see  §  1.33(a)). 

(3)  Application  information.  This  information  includes  the 
title  of  the  invention,  a  suggested  classification,  by  class  and 
subclass,  the  Technology  Center  to  which  the  subject  matter  of 
the  invention  is  assigned,  the  total  number  of  drawing  sheets, 
a  suggested  drawing  figure  for  publication  (in  a  nonprovisional 
application),  any  docket  number  assigned  to  the  application, 
the  type  of  application  (e.g.,  utility,  plant,  design,  reissue, 
provisional),  whether  the  application  discloses  any  significant 
part  of  the  subject  matter  of  an  application  under  a  secrecy 
order  pursuant  to  §  5.2  of  this  chapter  (see  §  5.2(c)),  and,  for 
plant  applications,  the  Latin  name  of  the  genus  and  species  of 
the  plant  claimed,  as  well  as  the  variety  denomination.  The 
suggested  classification  and  Technology  Center  information 
should  be  supplied  for  provisional  applications  whether  or  not 
claims  are  present.  If  claims  are  not  present  in  a  provisional 
application,  the  suggested  classification  and  Technology  Cen- 
ter should  be  based  upon  the  disclosure. 

(4)  Representative  information.  This  information  includes 
the  registration  number  of  each  practitioner  having  a  power  of 
attorney  or  authorization  of  agent  in  the  application  (preferably 
by  reference  to  a  customer  number).  Providing  this  information 
in  the  application  data  sheet  does  not  constitute  a  power  of 
attorney  or  authorization  of  agent  in  the  application  (see  § 
1.34(b)). 

(5)  Domestic  priority  information.  This  information  includes 
the  application  number,  the  filing  date,  the  status  (including 
patent  number  if  available),  and  relationship  of  each  applica- 
tion for  which  a  benefit  is  claimed  under  35  U.S.C.  1 19(e),  120, 
121,  or  365(c). Providing  this  information  in  the  application 
data  sheet  constitutes  the  specific  reference  required  by  35 
U.S.C.  119(e)  or  120,  and  §  1.78(a)(2)  or  §  1.78(a)(4),  and 
need  not  otherwise  be  made  part  of  the  specification. 

(6)  Foreign  priority  information.  This  information  includes 
the  application  number,  country,  and  filing  date  of  each  foreign 
application  for  which  priority  is  claimed,  as  well  as  any  foreign 
application  having  a  filing  date  before  that  of  the  application 
for  which  priority  is  claimed.  Providing  this  information  in  the 
application  data  sheet  constitutes  the  claim  for  priority  as 
required  by  35  U.S.C.  119(b)  and  §  1.55(a). 

(c)  Supplemental  application  data  sheets.  Supplemental 
application  data  sheets: 

(1)  May  be  subsequently  supplied  prior  to  payment  of  the 
issue  fee  either  to  correct  or  update  information  in  a  previously 
submitted  application  data  sheet,  or  an  oath  or  declaration 
under  §  1.63  or  §  1.67,  except  that  inventorship  changes  are 
governed  by  §  1.48,  correspondence  changes  are  governed  by 
§  1.33(a),  and  citizenship  changes  are  governed  by  §  1.63  or  § 
1.67;  and 

(2)  Should  identify  the  information  that  is  being  changed 
(added,  deleted,  or  modified)  and  therefore  need  not  contain  all 
the  previously  submitted  information  that  has  not  changed. 

(d)  Inconsistencies  between  application  data  sheet  and  oath 
or  declaration.  For  inconsistencies  between  information  that  is 
supplied  by  both  an  application  data  sheet  under  this  section 
and  by  an  oath  or  declaration  under  §§  1.63  and  1.67: 

(1)  The  latest  submitted  information  will  govern  notwith- 
standing whether  supplied  by  an  application  data  sheet,  or  by 
a  §  1.63  or  §  1.67  oath  or  declaration,  except  as  provided  by 
paragraph  (d)(3)  of  this  section; 

(2)  The  information  in  the  apphcation  data  sheet  will  govern 
when  the  inconsistent  information  is  suppUed  at  the  same  time 
by  a  §  1.63  or  §  1.67  oath  or  declaration,  except  as  provided  by 
paragraph  (d)(3)  of  this  section; 

(3)  The  oath  or  declaration  under  §  1.63  or  1.67  governs 
inconsistencies  with  the  application  data  sheet  in  the  naming  of 
inventors  (§  1.41(a)(1))  and  setting  forth  their  citizenship  (35 
U.S.C.  115); 

(4)  The  Office  will  initially  capture  bibliographic  informa- 
tion from  the  application  data  sheet  (notwithstanding  whether 
an  oath  or  declaration  governs  the  information).  Thus,  the 
Office  shall  generally  not  look  to  an  oath  or  declaration  under 
§  1.63^:0  see  if  the  bibliographic  information  contained  therein 
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is  consistent  with  the  bibliographic  information  captured  from 
an  application  data  sheet  (whether  the  oath  or  declaration  is 
submitted  prior  to  or  subsequent  to  the  application  data  sheet). 
Captured  bibliographic  information  derived  from  an  applica- 
tion data  sheet  containing  errors  may  be  recaptured  by  a 
request  therefor  and  the  submission  of  a  supplemental  appli- 
cation data  sheet,  an  oath  or  declaration  under  §  1.63  or  §  1.67, 
or  a  letter  pursuant  to  §  1.33(b). 


33.  Section  1.77  is  revised  to  read  as  follows: 


(4)  Any  nonprovisional  apphcation  claiming  the  benefit  of 
one  or  more  prior  filed  provisional  applications  must  contain  a 
reference  to  each  such  prior  provisional  application,  identify- 
ing it  as  a  provisional  application,  and  including  the  provi- 
sional application  number  (consisting  of  series  code  and  serial 
number).  Unless  the  reference  required  by  this  paragraph  is 
included  in  an  application  data  sheet  (§  1.76),  the  specification 
must  contain  or  be  amended  to  contain  such  reference  in  the 
first  sentence  following  the  title. 


§  1.77  Arrangement  of  application  elements. 

(a)  The  elements  of  the  application,  if  applicable,  should 
appear  in  the  following  order: 

(1)  Utility  application  transmittal  form. 

(2)  Fee  transmittal  form. 

(3)  Apphcation  data  sheet  (see  §  1.76). 

(4)  Specification. 

(5)  Drawings. 

(6)  Executed  oath  or  declaration. 

(b)  The  specification  should  include  the  following  sections 
in  order: 

(1)  Title  of  the  invention,  which  may  be  accompanied  by  an 
introductory  portion  stating  the  name,  citizenship,  and  resi- 
dence of  the  applicant 

(2)  Cross-reference  to  related  apphcations  (unless  included 
in  the  application  data  sheet). 

(3)  Statement  regarding  federally  sponsored  research  or 
development. 

(4)  Reference  to  a  "Sequence  Listing,"  a  table,  or  a 
computer  program  fisting  appendix  submitted  on  a  compact 
disc  and  an  incorporation-by-reference  of  the  material  on  the 
compact  disc  (see  §  1.52(e)(5)).  The  total  number  of  compact 
discs  including  dupUcates  and  the  files  on  each  compact  disc 
shall  be  specified. 

(5)  Background  of  the  invention. 

(6)  Brief  summary  of  the  invention. 

(7)  Brief  description  of  the  several  views  of  the  drawing. 

(8)  Detailed  description  of  the  invention. 

(9)  A  claim  or  claims. 

(10)  Abstract  of  the  disclosure. 

(11)  "Sequence  Listing,"  if  on  paper  (see  §§  1.821  through 
1.825). 

(c)  The  text  of  the  specification  sections  defined  in  para- 
graphs (b)(1)  through  (b)(ll)  of  this  section,  if  applicable, 
should  be  preceded  by  a  section  heading  in  uppercase  and 
without  underlining  or  bold  type. 


34.  Section  1.78  is  amended  by  revising  paragraphs  (a)(2), 
(a)(4)  and  (c)  to  read  as  follows: 


§  1.78  Claiming  benefit  of  earlier  filing  date  and  cross- 
references  to  other  applications. 


(a) 


*  *  * 


(2)  Except  for  a  continued  prosecution  apphcation  filed 
under  §  1.53(d),  any  nonprovisional  apphcation  claiming  the 
benefit  of  one  or  more  prior  filed  copending  nonprovisional 
applications  or  international  applications  designating  the 
United  States  of  America  must  contain  a  reference  to  each  such 
prior  application,  identifying  it  by  application  number  (con- 
sisting of  the  series  code  and  serial  number)  or  international 
application  number  and  international  filing  date  and  indicating 
the  relationship  of  the  apphcations.  Unless  the  reference 
required  by  this  paragraph  is  included  in  an  apphcation  data 
sheet  (§  1.76),  the  specification  must  contain  or  be  amended  to 
contain  such  reference  in  the  first  sentence  following  any  title. 
The  request  for  a  continued  prosecution  application  under  § 
1.53(d)  is  the  specific  reference  required  by  35  U.S.C.  120  to 
the  prior  application.  The  identification  of  an  application  by 
application  number  under  this  section  is  the  specific  reference 
required  by  35  U.S.C.  120  to  every  application  assigned  that 
application  number.  Cross-references  to  other  related  applica- 
tions may  be  made  when  appropriate  (see  §  1.14). 


(c)  If  an  application  or  a  patent  under  reexamination  and  at 
least  one  other  application  naming  different  inventors  are 
owned  by  the  same  party  and  contain  conflicting  claims,  and 
there  is  no  statement  of  record  indicating  that  the  claimed 
inventions  were  commonly  owned  or  subject  to  an  obligation 
of  assignment  to  the  same  person  at  the  time  the  later  invention 
was  made,  the  Office  may  require  the  assignee  to  state  whether 
the  claimed  inventions  were  commonly  owned  or  subject  to  an 
obligation  of  assigrmient  to  the  same  person  at  the  time  the 
later  invention  was  made,  and,  if  not,  indicate  which  named 
inventor  is  the  prior  inventor. 


35.  Section  1.84  is  amended  by  revising  paragraphs  (a),  (b), 
(c),  (j),  (k),  (o),  and  (x),  and  adding  paragraph  (y)  to  read  as 
follows: 


§  1.84  Standards  for  drawings. 

(a)  Drawings.  There  are  two  acceptable  categories  for 
presenting  drawings  in  utility  and  design  patent  applications. 

(1)  Black  ink.  Black  and  white  drawings  are  normally 
required.  India  ink,  or  its  equivalent  that  secures  solid  black 
lines,  must  be  used  for  drawings;  or 

(2)  Color.  On  rare  occasions,  color  drawings  may  be 
necessary  as  the  only  practical  medium  by  which  to  disclose 
the  subject  matter  sought  to  be  patented  in  a  utility  or  design 
patent  apphcation  or  the  subject  matter  of  a  statutory  invention 
registration.  The  color  drawings  must  be  of  sufficient  quality  so 
that  all  details  in  the  drawings  are  reproducible  in  black  and 
white  in  the  printed  patent.  Color  drawings  are  not  permitted  in 
international  applications  (see  PCT  Rule  11.13).  The  Office 
will  accept  color  drawings  in  utility  and  design  patent  appli- 
cations and  statutory  invention  registrations  only  after  granting 
a  petition  filed  under  this  paragraph  which  explains  why  color 
drawings  are  necessary  for  the  understanding  of  the  claimed 
invention.  Any  such  petition  must  include  the  following: 

(i)The  fee  set  forth  in  §  1.17(h); 

(ii)  Three  (3)  sets  of  color  drawings;  and 

(iii)  An  indication  that  the  specification  contains  or  is  being 
amended  to  contain  the  following  language  as  the  first  para- 
graph in  that  portion  of  the  brief  description  of  the  drawings: 

"The  file  of  this  patent  contains  at  least  one  drawing 
executed  in  color.  Copies  of  this  patent  with  color  drawing(s) 
will  be  provided  by  the  OfBce  upon  request  and  payment  of  the 
necessary  fee." 

(b)  Photographs. 

(1)  Black  and  white.  Photographs,  including  photocopies  of 
photographs,  are  not  ordinarily  permitted  in  utility  and  design 
patent  apphcations.  The  OflBce  will  accept  photographs  in 
utility  and  design  patent  applications,  however,  if  photographs 
are  the  only  practicable  medium  for  illustrating  the  claimed 
invention.  For  example,  photographs  or  photomicrographs  of: 
electrophoresis  gels,  blots  (e^,,  immunological,  western, 
Southern,  and  northern),  autoradiographs,  cell  cultures  (stained 
and  unstained),  histological  tissue  cross  sections  (stained  and 
unstained),  animals,  plants,  in  vivo  imaging,  thin  layer  chro- 
matography plates,  crystalline  structures,  and,  in  a  design 
patent  apphcation,  ornamental  effects,  are  acceptable.  If  the 
subject  matter  of  the  application  admits  of  illustration  by  a 
drawing,  the  examiner  may  require  a  drawing  in  place  of  the 
photograph. The  photographs  must  be  of  sufficient  quality  so 
that  all  details  in  the  photographs  are  reproducible  in  the 
printed  patent. 

(2)  Color  Photographs.  Color  photographs  will  be  accepted 
in  utility  and  design  patent  applications  if  the  conditions  for 
accepting  color  drawings  and  black  and  white  photographs 
have  been  satisfied.  See  paragraphs  (a)(2)  and  (b)(1)  of  this 
section. 
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(c)  Identification  of  drawings.  Identifying  indicia,  if  pro- 
vided, should  include  the  title  of  the  invention,  inventor's 
name,  and  application  number,  or  docket  number  (if  any)  if  an 
application  number  has  not  been  assigned  to  the  application.  If 
this  information  is  provided,  it  must  be  placed  on  the  front  of 
each  sheet  and  centered  within  the  top  margin. 

t^    ^    :^.    iii    i^ 

(j)  Views.  The  drawing  must  contain  as  many  views  as 
necessary  to  show  the  invention.  One  of  the  views  should  be 
suitable  for  printing  on  the  patent  as  the  illustration  of  the 
invention.  Views  must  not  be  connected  by  projection  lines  and 
must  not  contain  center  lines. 

(k)  Scale.  The  scale  to  which  a  drawing  is  made  must  be 
large  enough  to  show  the  mechanism  without  crowding  when 
the  drawing  is  reduced  in  size  to  two-thirds  in  reproduction. 
Indications  such  as  "actual  size"  or  "scale  [OOab]"  on  the 
drawings  are  not  permitted  since  these  lose  their  meaning  with 
reproduction  in  a  different  format. 

:^     ^    ^    :^    :{: 

(o)  Legends.  Suitable  descriptive  legends  may  be  used 
subject  to  approval  by  the  Office,  or  may  be  required  by  the 
examiner  where  necessary  for  understanding  of  the  drawing. 
They  should  contain  as  few  words  as  possible. 

(x)  Holes.  No  holes  should  be  made  by  applicant  in  the 
drawing  sheets. 

(y)  Types  of  Drawings.  See  §  1.152  for  design  drawings,  § 
1.165  for  plant  drawings,  and  §  1.174  for  reissue  drawings. 

36.  Section  1.85  is  revised  to  read  as  follows: 


§1.85  Corrections  to  drawings. 

(a)  If  a  drawing  meets  the  requirements  of  §§  1.84(d),  (e), 
and  (f)  and  is  suitable  for  reproduction,  but  is  not  otherwise  in 
compliance  with  §  1.84,  the  drawing  may  be  admitted  for 
examination. 

(b)  The  Office  will  not  release  drawings  for  purposes  of 
correction.  If  corrections  are  necessary,  new  corrected  draw- 
ings must  be  submitted  within  the  time  set  by  the  Office. 

(c)  If  a  corrected  drawing  is  required  or  if  a  drawing  does  not 
comply  with  1.84  at  the  time  an  application  is  allowed,  the 
Office  may  notify  the  applicant  and  set  a  three  month  period  of 
time  from  the  mail  date  of  the  notice  of  allowability  within 
which  the  applicant  must  file  a  corrected  or  formal  drawing  in 
compliance  with  §  1.84  to  avoid  abandonment.This  time 
period  is  not  extendable  under  §  1.136(a)  or  §  1.136(b). 

37.  Section  1.91  is  amended  by  revising  paragraph  (a)(3)(i)  to 
read  as  follows: 


§  1.91  Models  or  exhibits  not  generally  admitted  as  part  of 
application  or  patent. 

Jo   \       -T^       •!-        •T' 

}^\   *    *    * 

(i)  The  fee  set  forth  in  §  1.17(h);  and 


38.  Section  1.96  is  amended  by  revising  paragraphs  (b)  and  (c) 
to  read  as  follows: 


§  1.96  Submission  of  computer  program  listings. 

(b)  Material  which  will  be  printed  in  the  patent:  If  the 
computer  program  listing  is  contained  in  300  lines  or  fewer, 
with  each  line  of  72  characters  or  fewer,  it  may  be  submitted 
either  as  drawings  or  as  part  of  the  specification. 


(1)  Drawings.  If  the  listing  is  submitted  as  drawings,  it  must 
be  submitted  in  the  manner  and  complying  with  the  require- 
ments for  drawings  as  provided  in  §  1.84.  At  least  one  figure 
numeral  is  required  on  each  sheet  of  drawing. 

(2)  Specification. 

(i)  If  the  listing  is  submitted  as  part  of  the  specification,  it 
must  be  submitted  in  accordance  with  the  provisions  of  §  1.52. 

(ii)  Any  listing  having  more  than  60  lines  of  code  that  is 
submitted  as  part  of  the  specification  must  be  positioned  at  the 
end  of  the  description  but  before  the  claims.  Any  amendment 
must  be  made  by  way  of  submission  of  a  substitute  sheet. 

(c)  As  an  appendix  which  will  not  be  printed:  Any  computer 
program  listing  may,  and  any  computer  program  Usting  having 
over  300  lines  (up  to  72  characters  per  line)  must,  be  submitted 
on  a  compact  disc  in  compliance  with  §  1.52(e).  A  compact 
disc  containing  such  a  computer  program  listing  is  to  be 
referred  to  as  a  "computer  program  listing  appendix."  The 
"computer  program  listing  appendix"  will  not  be  part  of  the 
printed  patent.  The  specification  must  include  a  reference  to 
the  "computer  program  listing  appendix"  at  the  location 
indicated  in  §  1.77(b)(4). 

(1)  Multiple  computer  program  listings  for  a  single  applica- 
tion may  be  placed  on  a  single  compact  disc.  Multiple  compact 
discs  may  be  submitted  for  a  single  application  if  necessary.  A 
separate  compact  disc  is  required  for  each  application  contain- 
ing a  computer  program  listing  that  must  be  submitted  on  a 
"computer  program  fisting  appendix." 

(2)  The  "computer  program  listing  appendix"  must  be 
submitted  on  a  compact  disc  that  compfies  with  §  1.52(e)  and 
the  following  specifications  (no  other  format  shall  be  allowed): 

(i)Computer  Compatibility:  IBM  PC/XT/AT,  or  com- 
patibles, or  Apple  Macintosh; 

(ii)  Operating  System  Compatibifity:  MS-DOS,  MS-Win- 
dows, Unix,  or  Macintosh; 

(iii)  Line  Terminator:  ASCII  Carriage  Return  plus  ASCII 
Line  Feed; 

(iv)  Control  Codes:  the  data  must  not  be  dependent  on 
control  characters  or  codes  which  are  not  defined  in  the  ASCII 
character  set;  and 

(v)  Compression:  uncompressed  data. 

39.  Section  1 .97  is  amended  by  revising  paragraphs  (a)  through 
(e)  and  (i)  to  read  as  follows: 

§  1.97  Filing  of  information  disclosure  statement. 

(a)  In  order  for  an  applicant  for  a  patent  or  for  a  reissue  of 
a  patent  to  have  an  information  disclosure  statement  in 
compliance  with  §  1.98  considered  by  the  Office  during  the 
pendency  of  the  application,  the  information  disclosure  state- 
ment must  satisfy  one  of  paragraphs  (b),  (c),  or  (d)  of  this 
section. 

(b)  An  information  disclosure  statement  shall  be  considered 
by  the  Office  if  filed  by  the  applicant  within  any  one  of  the 
following  time  periods: 

(1)  Within  three  months  of  the  filing  date  of  a  national 
application  other  than  a  continued  prosecution  application 
under  §  1.53(d); 

(2)  Within  three  months  of  the  date  of  entry  of  the  national 
stage  as  set  forth  in  §  1.491  in  an  international  application; 

(3)  Before  the  mailing  of  a  first  Office  action  on  the  merits; 
or 

(4)  Before  the  mailing  of  a  first  Office  action  after  the  filing 
of  a  request  for  continued  examination  under  §  1.114. 

(c)  An  information  disclosure  statement  shall  be  considered 
by  the  Office  if  filed  after  the  period  specified  in  paragraph  (b) 
of  this  section,  provided  that  the  information  disclosure  state- 
ment is  filed  before  the  mailing  date  of  any  of  a  final  action 
under  §  1 . 1 1 3,  a  notice  of  allowance  under  §  1 .3 1 1 ,  or  an  action 
that  otherwise  closes  prosecution  in  the  appfication,  and  it  is 
accompanied  by  one  of: 

(1)  The  statement  specified  in  paragraph  (e)  of  this  section; 
or 

(2)  The  fee  set  forth  in  §  1.1 7(p). 

(d)  An  information  disclosure  statement  shall  be  considered 
by  the  Office  if  filed  by  the  applicant  after  the  period  specified 
in  paragraph  (c)  of  this  section,  provided  that  the  information 
disclosure  statement  is  filed  on  or  before  payment  of  the  issue 
fee  and  is  accompanied  by: 

(1)  The  statement  specified  in  paragraph  (e)  of  this  section; 
and 

(2)  The  fee  set  forth  in  §  1.1 7(p). 

(e)  A  statement  under  this  section  must  state  either: 


March  2,  2004 


U.S.  PATENT  AND  TRADEMARK  OFFICE 


1280  OG  467 
(152) 


(1)  That  each  item  of  information  contained  in  the  informa- 
tion disclosure  statement  was  first  cited  in  any  communication 
from  a  foreign  patent  office  in  a  counterpart  foreign  application 
not  more  than  three  months  prior  to  the  filing  of  the  informa- 
tion disclosure  statement;  or 

(2)  That  no  item  of  information  contained  in  the  information 
disclosure  statement  was  cited  in  a  communication  from  a 
foreign  patent  office  in  a  counterpart  foreign  application,  and, 
to  the  knowledge  of  the  person  signing  the  certification  after 
making  reasonable  inquiry,  no  item  of  information  contained  in 
the  information  disclosure  statement  was  known  to  any  indi- 
vidual designated  in  §  1.56(c)  more  than  three  months  prior  to 
the  filing  of  the  information  disclosure  statement. 


§  1.102  Advancement  of  examination. 


V       •!*       "t*       'F       'I* 


(i)  If  an  information  disclosure  statement  does  not  comply 
with  either  this  section  or  §  1.98,  it  will  be  placed  in  the  file  but 
will  not  be  considered  by  the  Office. 

40.  Section  1.98  is  revised  to  read  as  follows: 

§  1.98  Content  of  information  disclosure  statement. 

(a)  Any  information  disclosure  statement  filed  under  §  1.97 
shall  include: 

(1)  A  list  of  all  patents,  publications,  apphcations,  or  other 
information  submitted  for  consideration  by  the  Office; 

(2)  A  legible  copy  of: 

(i)  Each  U.S.  and  foreign  patent; 

(ii)  Each  pubhcation,  or  that  portion  which  caused  it  to  be 
listed; 

(iii)  For  each  cited  pending  U.S.  application,  the  application 
specification  including  the  claims,  and  any  drawing  of  the 
apphcation,  or  that  portion  of  the  application  which  caused  it 
to  be  listed  including  any  claims  directed  to  that  portion;  and 

(iv)  All  other  information,  or  that  portion  which  caused  it  to 
be  listed;  and 

(3)(i)  A  concise  explanation  of  the  relevance,  as  it  is 
presently  understood  by  the  individual  designated  in  §  1.56(c) 
most  knowledgeable  about  the  content  of  the  information,  of 
each  patent,  publication,  or  other  information  listed  that  is  not 
in  the  English  language.  The  concise  explanation  may  be  either 
separate  from  applicant's  specification  or  incorporated  therein. 

(ii)  A  copy  of  the  translation  if  a  written  Enghsh-Ianguage 
translation  of  a  non-English-language  document,  or  portion 
thereof,  is  within  the  possession,  custody,  or  control  of,  or  is 
readily  available  to  any  individual  designated  in  §  1.56(c). 

(b)(1)  Each  U.S.  patent  listed  in  an  information  disclosure 
statement  must  be  identified  by  inventor,  patent  number,  and 
issue  date. 

(2)  Each  hsted  U.S.  application  must  be  identified  by  the 
inventor,  application  number,  and  filing  date. 

(3)  Each  listed  foreign  patent  or  published  foreign  patent 
application  must  be  identified  by  the  country  or  patent  office 
which  issued  the  patent  or  published  the  application,  an 
appropriate  document  number,  and  the  publication  date  indi- 
cated on  the  patent  or  published  application. 

(4)  Each  hsted  pubhcation  must  be  identified  by  publisher, 
author  (if  any),  title,  relevant  pages  of  the  publication,  date, 
and  place  of  pubhcation. 

(c)  When  the  disclosures  of  two  or  more  patents  or  publi- 
cations listed  in  an  information  disclosure  statement  are 
substantively  cumulative,  a  copy  of  one  of  the  patents  or 
publications  may  be  submitted  without  copies  of  the  other 
patents  or  publications,  provided  that  it  is  stated  that  these 
other  patents  or  pubhcations  are  cumulative. 

(d)  A  copy  of  any  patent,  publication,  pending  U.S.  appli- 
cation or  other  information,  as  specified  in  paragraph  (a)  of  this 
section,  listed  in  an  information  disclosure  statement  is  re- 
quired to  be  provided,  even  if  the  patent,  publication,  pending 
U.S.  application  or  other  information  was  previously  submitted 
to,  or  cited  by,  the  Office  in  an  earlier  application,  unless: 

(1)  The  earlier  application  is  properly  identified  in  the 
information  disclosure  statement  and  is  relied  on  for  an  earlier 
effective  fiUng  date  under  35  U.S.C.  120;  and 

(2)  The  information  disclosure  statement  submitted  in  the 
earlier  apphcation  complies  with  paragraphs  (a)  through  (c)  of 
this  section. 


41.  Section  1.102  is  amended  by  revising  paragraph  (d)  to  read 
as  follows: 


(d)  A  petition  to  make  an  application  special  on  grounds 
other  than  those  referred  to  in  paragraph  (c)  of  this  section 
must  be  accompanied  by  the  fee  set  forth  in  §  1.17(h). 

42.  Section  1.104  is  amended  by  revising  paragraph  (a)(2)  and 
(e)  to  read  as  follows: 

§  1.104  Nature  of  examination. 


(a)(1) 


*  *  * 


(2)  The  applicant,  or  in  the  case  of  a  reexamination 
proceeding,  both  the  patent  owner  and  the  requester,  will  be 
notified  of  the  examiner's  action.  The  reasons  for  any  adverse 
action  or  any  objection  or  requirement  will  be  stated  in  an 
Office  action  and  such  information  or  references  will  be  given 
as  may  be  useful  in  aiding  the  applicant,  or  in  the  case  of  a 
reexamination  proceeding  the  patent  owner,  to  judge  the 
propriety  of  continuing  the  prosecution. 


(e)  Reasons  for  allowance.  If  the  examiner  believes  that  the 
record  of  the  prosecution  as  a  whole  does  not  make  clear  his  or 
her  reasons  for  allowing  a  claim  or  claims,  the  examiner  may 
set  forth  such  reasoning.  The  reasons  shall  be  incorporated  into 
an  Office  action  rejecting  other  claims  of  the  application  or 
patent  under  reexamination  or  be  the  subject  of  a  separate 
communication  to  the  applicant  or  patent  owner.  The  applicant 
or  patent  owner  may  file  a  statement  commenting  on  the 
reasons  for  allowance  within  such  time  as  may  be  specified  by 
the  examiner.  Failure  by  the  examiner  to  respond  to  any 
statement  commenting  on  reasons  for  allowance  does  not  give 
rise  to  any  implication. 

43.  A  new  §  1.105  is  added  to  read  as  follows: 

§  1.105  Requirements  for  information. 

(a)(1)  In  the  course  of  examining  or  treating  a  matter  in  a 
pending  or  abandoned  application  filed  under  35  U.S.C.  Ill  or 
371  (including  a  reissue  apphcation),  in  a  patent,  or  in  a 
reexamination  proceeding,  the  examiner  or  other  Office  em- 
ployee may  require  the  submission,  from  individuals  identified 
under  §  1.56(c),  or  any  assignee,  of  such  information  as  may  be 
reasonably  necessary  to  properly  examine  or  treat  the  matter, 
for  example: 

(i)  Commercial  Databases:  The  existence  of  any  particularly 
relevant  commercial  database  known  to  any  of  the  inventors 
that  could  be  searched  for  a  particular  aspect  of  the  invention. 

(ii)  Search:  Whether  a  search  of  the  prior  art  was  made,  and 
if  so,  what  was  searched. 

(iii)  Related  Information:  A  copy  of  any  non-patent  litera- 
ture, pubUshed  application,  or  patent  (U.S.  or  foreign),  by  any 
of  the  inventors,  that  relates  to  the  claimed  invention. 

(iv)  Information  Used  to  Draft  Application:  A  copy  of  any 
non-patent  hterature,  published  apphcation,  or  patent  (U.S.  or 
foreign)  that  was  used  to  draft  the  apphcation. 

(v)  Information  Used  in  Invention  Process:  A  copy  of  any 
non-patent  literature,  published  application,  or  patent  (U.S.  or 
foreign)  that  was  used  in  the  invention  process,  such  as  by 
designing  around  or  providing  a  solution  to  accomplish  an 
invention  result. 

(vi)  Improvements:  Where  the  claimed  invention  is  an 
improvement,  identification  of  what  is  being  improved. 

(vii)  In  Use:  Identification  of  any  use  of  the  claimed 
invention  known  to  any  of  the  inventors  at  the  time  the 
application  was  filed  notwithstanding  the  date  of  the  use. 

(2)  Where  an  assignee  has  asserted  its  right  to  prosecute 
pursuant  to§  3.71(a)  of  this  chapter,  matters  such  as  paragraphs 
(a)(l)(i),  (iii),  and  (vii)  of  this  section  may  also  be  applied  to 
such  assignee. 

(3)  Any  reply  that  states  that  the  information  required  to  be 
submitted  is  unknown  and/or  is  not  readily  available  to  the 
party  or  parties  from  which  it  was  requested  will  be  accepted 
as  a  complete  reply. 

(b)  The  requirement  for  information  of  paragraph  (a)(1)  of 
this  section  may  be  included  in  an  Office  action,  or  sent 
separately. 
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(c)  A  reply,  or  a  failure  to  reply,  to  a  requirement  for 
information  under  this  section  will  be  governed  by  §§  1.135 
and  1.136. 

44.  Section  1.111  is  amended  by  revising  the  heading  and 
paragraphs  (a)  and  (c)  to  read  as  follows: 

§  1.111  Reply  by  applicant  or  patent  owner  to  a  non-final 
OfBce  action. 

(a)(1)  If  the  OfBce  action  after  the  first  examination  (§ 
1.104)  is  adverse  in  any  respect,  the  applicant  or  patent  owner, 
if  he  or  she  persists  in  his  or  her  application  for  a  patent  or 
reexamination  proceeding,  must  reply  and  request  reconsidera- 
tion or  further  examination,  with  or  without  amendment.  See 
§§  1.135  and  1.136  for  time  for  reply  to  avoid  abandonment. 

(2)  A  second  (or  subsequent)  supplemental  reply  will  be 
entered  unless  disapproved  by  the  Commissioner.  A  second  (or 
subsequent)  supplemental  reply  may  be  disapproved  if  the 
second  (or  subsequent)  supplemental  reply  unduly  interferes 
with  an  OfBce  action  being  prepared  in  response  to  the 
previous  reply.  Factors  that  will  be  considered  in  disapproving 
a  second  (or  subsequent)  supplemental  reply  include: 

(i)  The  state  of  preparation  of  an  OflBce  action  responsive  to 
the  previous  reply  as  of  the  date  of  receipt  (§  1 .6)  of  the  second 
(or  subsequent)  supplemental  reply  by  the  OflBce;  and 

(ii)  The  nature  of  any  changes  to  the  specification  or  claims 
that  would  result  from  entry  of  the  second  (or  subsequent) 
supplemental  reply. 

(c)  In  amending  in  reply  to  a  rejection  of  claims  in  an 
application  or  patent  under  reexamination,  the  applicant  or 
patent  owner  must  clearly  point  out  the  patentable  novelty 
which  he  or  she  thinks  the  claims  present  in  view  of  the  state 
of  the  art  disclosed  by  the  references  cited  or  the  objections 
made.  The  applicant  or  patent  owner  must  also  show  how  the 
amendments  avoid  such  references  or  objections. 

45.  Section  1.112  is  revised  to  read  as  follows: 

§  1.112  Reconsideration  before  final  action. 

After  reply  by  applicant  or  patent  owner  (§  1.111)  to  a 
non-final  action,  the  application  or  patent  under  reexamination 
will  be  reconsidered  and  again  examined.  The  applicant  or 
patent  owner  will  be  notified  if  claims  are  rejected,  or 
objections  or  requirements  made,  in  the  same  manner  as  after 
the  first  examination  (§  1.104).  Applicant  or  patent  owner  may 
reply  to  such  Office  action  in  the  same  manner  provided  in  § 
1.111,  with  or  without  amendment,  unless  such  OfBce  action 
indicates  that  it  is  made  final  (§  1.113)  or  an  appeal  (§  1.191) 
has  been  taken  (§  1.116). 

46. A  new  §  1.115  is  added  to  read  as  follows: 

§  1.115  Preliminary  amendments. 

(a)  A  preliminary  amendment  is  an  amendment  that  is 
received  in  the  OflBce  (§  1.6)  on  or  before  the  mail  date  of  the 
first  OfBce  action  under  §  1.104. 

(b)(1)  A  preliminary  amendment  will  be  entered  unless 
disapproved  by  the  Commissioner.  A  preliminary  amendment 
may  be  disapproved  if  the  preliminary  amendment  unduly 
interferes  with  the  preparation  of  a  first  Office  action  in  an 
application.Factors  that  will  be  considered  in  disapproving  a 
preliminary  amendment  include: 

(i)  The  state  of  preparation  of  a  first  Office  action  as  of  the 
date  of  receipt  (§  1.6)  of  the  preliminary  amendment  by  the 
Office;  and 

(ii)  The  nature  of  any  changes  to  the  specification  or  claims 
that  would  result  from  entry  of  the  preliminary  amendment. 

(2)  A  preliminary  amendment  will  not  be  disapproved  if  it  is 
filed  no  later  than: 

(i)  Three  months  from  the  filing  date  of  an  application  under 
§  1.53(b); 

(ii)  The  filing  date  of  a  continued  prosecution  application 
under  §  1.53(d);  or 

(iii)  Three  months  from  the  date  the  national  stage  is  entered 
as  set  forth  in  §  1.491  in  an  international  application. 

(c)  The  time  periods  specified  in  paragraph  (b)(2)  of  this 
section  are  not  extendable. 


47.  Section  1.121  is  revised  to  read  as  follows: 

§  1.121  Manner  of  making  amendments  in  applications. 

(a)  Amendments  in  applications,  other  than  reissue  applica- 
tions. Amendments  in  applications,  other  than  reissue  applica- 
tions, are  made  by  filing  a  paper,  in  compliance  with  §  1.52, 
directing  that  specified  amendments  be  made. 

(b)  Specification  other  than  the  claims  and  listings  provided 
for  elsewhere  (§§  1.96  and  1.825). 

(1)  Amendment  by  instruction  to  delete,  replace,  or  add  a 
paragraph.  Amendments  to  the  specification,  other  than  the 
claims  and  listings  provided  for  elsewhere  (§§  1.96  and  1.825), 
may  be  made  by  submitting: 

(i)  An  instruction,  which  unambiguously  identifies  the 
location,  to  delete  one  or  more  paragraphs  of  the  specification, 
replace  a  deleted  paragraph  with  one  or  more  replacement 
paragraphs,  or  add  one  or  more  paragraphs; 

(ii)  Any  replacement  or  added  paragraph(s)  in  clean  form, 
that  is,  without  markings  to  indicate  the  changes  that  have  been 
made;  and 

(iii)  Another  version  of  any  replacement  paragraph(s),  on 
one  or  more  pages  separate  from  the  amendment,  marked  up  to 
show  all  the  changes  relative  to  the  previous  version  of  the 
paragraph(s).  The  changes  may  be  shown  by  brackets  (for 
deleted  matter)  or  underhning  (for  added  matter),  or  by  any 
equivalent  marking  system.  A  marked  up  version  does  not  have 
to  be  supplied  for  an  added  paragraph  or  a  deleted  paragraph  as 
it  is  sufficient  to  state  that  a  particular  paragraph  has  been 
added,  or  deleted. 

(2)  Amendment  by  replacement  section.  If  the  sections  of 
the  specification  contain  section  headings  as  provided  in  §§ 
1.77(b),  1.154(b),  or  §  1.163(c),  amendments  to  the  specifica- 
tion, other  than  the  claims,  may  be  made  by  submitting: 

(i)  A  reference  to  the  section  heading  along  with  an 
instruction  to  delete  that  section  of  the  specification  and  to 
replace  such  deleted  section  with  a  replacement  section; 

(ii)  A  replacement  section  in  clean  form,  that  is,  without 
markings  to  indicate  the  changes  that  have  been  made; 
andexaminers  may  designate.  Interviews  will  not  be  permitted 
at  any  other  time  or  place  without  the  authority  of  the 
Commissioner. 

(2)  An  interview  for  the  discussion  of  the  patentability  of  a 
pending  application  will  not  occur  before  the  first  Office 
action,  unless  the  application  is  a  continuing  or  substitute 
application. 

(3)  The  examiner  may  require  that  an  interview  be  scheduled 
in  advance. 

52.  Section  1.136  is  amended  by  adding  paragraph  (c)  to  read 
as  follows: 

§  1.136  Extensions  of  time. 

(c)  If  an  applicant  is  notified  in  a  "Notice  of  Allowability" 
that  an  application  is  otherwise  in  condition  for  allowance,  the 
following  time  periods  are  not  extendable  if  set  in  the  "Notice 
of  Allowability"  or  in  an  Office  action  having  a  mail  date  on  or 
after  the  mail  date  of  the  "Notice  of  Allowability": 

(1)  The  period  for  submitting  an  oath  or  declaration  in 
compliance  with  §  1.63;  and 

(2)  The  period  for  submitting  formal  drawings  set  under  § 
1.85(c). 

53.  Section  1.137  is  amended  by  revising  paragraph  (c)  to  read 
as  follows: 

§  1.137  Revival  of  abandoned  application  or  lapsed  patent. 

(c)(1)  Any  petition  to  revive  pursuant  to  this  section  in  a 
design  application  must  be  accompanied  by  a  terminal  dis- 
claimer and  fee  as  set  forth  in  §  1.321  dedicating  to  the  public 
a  terminal  part  of  the  term  of  any  patent  granted  thereon 
equivalent  to  the  period  of  abandonment  of  the  application. 
Any  petition  to  revive  pursuant  to  this  section  in  either  a  utility 
or  plant   application   filed   before  June   8,    1995,   must  be 
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accompanied  by  a  terminal  disclaimer  and  fee  as  set  forth  in  § 
1.321  dedicating  to  the  public  a  terminal  part  of  the  term  of  any 
patent  granted  thereon  equivalent  to  the  lesser  of: 
(i)  The  period  of  abandonment  of  the  application;  or 
(ii)  The  period  extending  beyond  twenty  years  from  the  date 
on  which  the  application  for  the  patent  was  filed  in  the  United 
States  or,  if  the  application  contains  a  specific  reference  to  an 
earlier  filed  application(s)  under  35  U.S.C.  120,  121,  or  365(c), 
from  the  date  on  which  the  earhest  such  application  was  filed. 

(2)  Any  terminal  disclaimer  pursuant  to  paragraph  (c)(1)  of 
this  section  must  also  apply  to  any  patent  granted  on  a 
continuing  utihty  or  plant  application  filed  before  June  8,  1995, 
or  a  continuing  design  application,  that  contains  a  specific 
reference  under  35  U.S.C.  120,  121,  or  365(c)  to  the  applica- 
tion for  which  revival  is  sought. 

(3)  The  provisions  of  paragraph  (c)(1)  of  this  section  do  not 
apply  to  applications  for  which  revival  is  sought  solely  for 
purposes  of  copendency  with  a  utility  or  plant  application  filed 
on  or  after  June  8,  1995,  or  to  lapsed  patents. 


54.  Section  1.138  is  revised  to  read  as  follows: 
§  1.138  Express  abandonment. 

(a)  An  application  may  be  expressly  abandoned  by  filing  in 
the  United  States  Patent  and  Trademark  Office  a  written 
declaration  of  abandonment  identifying  the  application.Ex- 
press  abandonment  of  the  application  may  not  be  recognized 
by  the  Office  unless  it  is  actually  received  by  appropriate 
officials  in  time  to  act  before  the  date  of  issue. 

(b)  A  written  declaration  of  abandonment  must  be  signed  by 
a  party  authorized  under  §  1.33(b)(1),  (b)(3),  or  (b)(4)  to  sign 
a  paper  in  the  application,  except  as  otherwise  provided  in  this 
paragraph.  A  registered  attorney  or  agent,  not  of  record,  who 
acts  in  a  representative  capacity  under  the  provisions  of  § 
1.34(a)  when  filing  a  continuing  appUcation,  may  expressly 
abandon  the  prior  appUcation  as  of  the  filing  date  granted  to  the 
continuing  application. 

55.  Section  1.152  is  revised  to  read  as  follows: 

§  1.152  Design  drawings. 

The  design  must  be  represented  by  a  drawing  that  complies 
with  the  requirements  of  §  1.84  and  must  contain  a  sufficient 
number  of  views  to  constitute  a  complete  disclosure  of  the 
appearance  of  the  design.  Appropriate  and  adequate  surface 
shading  should  be  used  to  show  the  character  or  contour  of  the 
surfaces  represented.  Solid  black  surface  shading  is  not  per- 
mitted except  when  used  to  represent  the  color  black  as  well  as 
color  contrast.Broken  lines  may  be  used  to  show  visible 
environmental  structure,  but  may  not  be  used  to  show  hidden 
planes  and  surfaces  that  cannot  be  seen  through  opaque 
materials.  Alternate  positions  of  a  design  component,  illus- 
trated by  full  and  broken  Unes  in  the  same  view  are  not 
permitted  in  a  design  drawing.  Photographs  and  ink  drawings 
are  not  permitted  to  be  combined  as  formal  drawings  in  one 
application.  Photographs  submitted  in  lieu  of  ink  drawings  in 
design  patent  applications  must  not  disclose  environmental 
structure  but  must  be  limited  to  the  design  claimed  for  the 
article. 

56.  Section  1.154  is  revised  to  read  as  follows: 

§  1.154  Arrangement  of  application  elements  in  a  design 
application. 

(a)  The  elements  of  the  design  application,  if  applicable, 
should  appear  in  the  following  order: 

(1)  Design  application  transmittal  form. 

(2)  Fee  transmittal  form. 

(3)  Application  data  sheet  (see  §  1.76). 

(4)  Specification. 

(5)  Drawings  or  photographs. 

(6)  Executed  oath  or  declaration  (see  §  1.153(b)). 

(b)  The  specification  should  include  the  following  sections 
in  order: 

(1)  Preamble,  stating  the  name  of  the  applicant,  title  of  the 
design,  and  a  brief  description  of  the  nature  and  intended  use 
of  the  article  in  which  the  design  is  embodied. 

(2)  Cross-reference  to  related  apphcations  (unless  included 
in  the  application  data  sheet). 


(3)  Statement  regarding  federally  sponsored  research  or 
development. 

(4)  Description  of  the  figure  or  figures  of  the  drawing. 

(5)  Feature  description. 

(6)  A  single  claim. 

(c)  The  text  of  the  specification  sections  defined  in  para- 
graph (b)  of  this  section,  if  applicable,  should  be  preceded  by 
a  section  heading  in  uppercase  letters  without  underlining  or 
bold  type. 

57.  Section  1.155  is  revised  to  read  as  follows: 

§  1.155  Expedited  examination  of  design  applications. 

(a)  The  applicant  may  request  that  the  Office  expedite  the 
examination  of  a  design  application.  To  qualify  for  expedited 
examination: 

(1)  The  application  must  include  drawings  in  compliance 
with  §  1.84; 

(2)  The  applicant  must  have  conducted  a  preexamination 
search;  and 

(3)  The  applicant  must  file  a  request  for  expedited  exami- 
nation including: 

(i)  The  fee  set  forth  in  §  1.17(k);  and 

(ii)  A  statement  that  a  preexamination  search  was  conducted. 
The  statement  must  also  indicate  the  field  of  search  and  include 
an  information  disclosure  statement  in  compliance  with  §  1.98. 

(b)  The  Office  will  not  examine  an  application  that  is  not  in 
condition  for  examination  (e.g.,  missing  basic  filing  fee)  even 
if  the  applicant  files  a  request  for  expedited  examination  under 
this  section. 

58.  Section  1.163  is  revised  to  read  as  follows: 

§  1.163  Specification  and  arrangement  of  application  ele- 
ments in  a  plant  application. 

(a)  The  specification  must  contain  as  full  and  complete  a 
disclosure  as  possible  of  the  plant  and  the  characteristics 
thereof  that  distinguish  the  same  over  related  known  varieties, 
and  its  antecedents,  and  must  particularly  point  out  where  and 
in  what  maimer  the  variety  of  plant  has  been  asexually 
reproduced.  For  a  newly  found  plant,  the  specification  must 
particularly  point  out  the  location  and  character  of  the  area 
where  the  plant  was  discovered. 

(b)  The  elements  of  the  plant  application,  if  applicable, 
should  appear  in  the  following  order: 

(1)  Plant  application  transmittal  form. 

(iii)  Another  version  of  the  replacement  section,  on  one  or 
more  pages  separate  from  the  amendment,  marked  up  to  show 
all  changes  relative  to  the  previous  version  of  the  section.  The 
changes  may  be  shown  by  brackets  (for  deleted  matter)  or 
underhning  (for  added  matter),  or  by  any  equivalent  marking 
system. 

(3)  Amendment  by  substitute  specification.  The  specifica- 
tion, other  than  the  claims,  may  also  be  amended  by  submit- 
ting: 

(i)An  instruction  to  replace  the  specification; 

(ii)  A  substitute  specification  in  compliance  with  §  1.125(b); 
and 

(iii)  Another  version  of  the  substitute  specification,  separate 
from  the  substitute  specification,  marked  up  to  show  all 
changes  relative  to  the  previous  version  of  the  specification. 
The  changes  may  be  shown  by  brackets  (for  deleted  matter),  or 
underlining  (for  added  matter),  or  by  any  equivalent  marking 
system. 

(4)  Reinstatement:  Deleted  matter  may  be  reinstated  only  by 
a  subsequent  amendment  presenting  the  previously  deleted 
matter. 

(c)  Claims. 

(1)  Amendment  by  rewriting,  directions  to  cancel  or  add: 
Amendments  to  a  claim  must  be  made  by  rewriting  such  claim 
with  all  changes  (e^,,  additions,  deletions,  modifications) 
included.  The  rewriting  of  a  claim  (with  the  same  number)  will 
be  construed  as  directing  the  cancellation  of  the  previous 
version  of  that  claim.  A  claim  may  also  be  canceled  by  an 
instruction. 

(i)  A  rewritten  or  newly  added  claim  must  be  in  clean  form, 
that  is,  without  markings  to  indicate  the  changes  that  have  been 
made.  A  parenthetical  expression  should  follow  the  claim 
number  indicating  the  status  of  the  claim  as  amended  or  newly 
added  (e^,  "amended,"  "twice  amended,"  or  "new"). 
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(ii)  If  a  claim  is  amended  by  rewriting  such  claim  with  the 
same  number,  the  amendment  must  be  accompanied  by  an- 
other version  of  the  rewritten  claim,  on  one  or  more  pages 
separate  from  the  amendment,  marked  up  to  show  all  the 
changes  relative  to  the  previous  version  of  that  claim.  A 
parenthetical  expression  should  follow  the  claim  number 
indicating  the  status  of  the  claim,  e^,  "amended,"  "twice 
amended,"  etc.  The  parenthetical  expression  "amended," 
"twice  amended,"  etc.  should  be  the  same  for  both  the  clean 
version  of  the  claim  under  paragraph  (c)(l)(i)  of  this  section 
and  the  marked  up  version  under  this  paragraph.  The  changes 
may  be  shown  by  brackets  (for  deleted  matter)  or  underlining 
(for  added  matter),  or  by  any  equivalent  marking  system.  A 
marked  up  version  does  not  have  to  be  supplied  for  an  added 
claim  or  a  canceled  claim  as  it  is  sufficient  to  state  that  a 
particular  claim  has  been  added,  or  canceled. 

(2)  A  claim  canceled  by  amendment  (deleted  in  its  entirety) 
may  be  reinstated  only  by  a  subsequent  amendment  presenting 
the  claim  as  a  new  claim  with  a  new  claim  number. 

(3)  A  clean  version  of  the  entire  set  of  pending  claims  may 
be  submitted  in  a  single  amendment  paper.  Such  a  submission 
shall  be  construed  as  directing  the  cancellation  of  all  previous 
versions  of  any  pending  claims.  A  marked  up  version  is 
required  only  for  claims  being  changed  by  the  current  amend- 
ment (see  paragraph  (c)(l)(ii)  of  this  section).  Any  claim  not 
accompanied  by  a  marked  up  version  will  constitute  an 
assertion  that  it  has  not  been  changed  relative  to  the  immediate 
prior  version. 

(d)  Drawings.  Application  drawings  are  amended  in  the 
following  manner:  Any  change  to  the  application  drawings 
must  be  submitted  on  a  separate  paper  showing  the  proposed 
changes  in  red  for  approval  by  the  examiner.  Upon  approval  by 
the  examiner,  new  drawings  in  compliance  with§  1.84  includ- 
ing the  changes  must  be  filed. 

(e)  Disclosure  consistency.  The  disclosure  must  be 
amended,  when  required  by  the  Office,  to  correct  inaccuracies 
of  description  and  definition,  and  to  secure  substantial  corre- 
spondence between  the  claims,  the  remainder  of  the  specifica- 
tion, and  the  drawings. 

(f)  No  new  matter.  No  amendment  may  introduce  new 
matter  into  the  disclosure  of  an  application. 

(g)  Exception  for  examiner's  amendments:  Changes  to  the 
specification,  including  the  claims,  of  an  application  made  by 
the  Office  in  an  examiner's  amendment  may  be  made  by 
specific  instructions  to  insert  or  delete  subject  matter  set  forth 
in  the  examiner's  amendment  by  identifying  the  precise  point 
in  the  specification  or  the  claim(s)  where  the  insertion  or 
deletion  of  this  section  is  to  be  made.  Compliance  with 
paragraphs  (b)(1),  (b)(2)  or  (c)(1)  of  this  section  is  not 
required. 

(h)  Amendments  in  reissue  applications.  Any  amendment  to 
the  description  and  claims  in  reissue  applications  must  be 
made  in  accordance  with  §  1.173. 

(i)  Amendments  in  reexamination  proceedings.  Any  pro- 
posed amendment  to  the  description  and  claims  in  patents 
involved  in  reexamination  proceedings  must  be  made  in 
accordance  with  §  1.530. 

(j)  Amendments  in  provisional  applications:  Amendments  in 
provisional  applications  are  not  normally  made.  If  an  amend- 
ment is  made  to  a  provisional  application,  however,  it  must 
comply  with  the  provisions  of  this  section.  Any  amendments  to 
a  provisional  application  shall  be  placed  in  the  provisional 
application  file  but  may  not  be  entered. 

48.  Section  1.125  is  amended  by  revising  paragraphs  (b)(2) 
and  (c)  to  read  as  follows: 

§  1.125  Substitute  specification. 

(^J^  *  *  * 

(2)  A  marked  up  version  of  the  substitute  specification 
showing  all  the  changes  (including  the  matter  being  added  to 
and  the  matter  being  deleted  from)  to  the  specification  of 
record.  Numbering  the  paragraphs  of  the  specification  of 
record  is  not  considered  a  change  that  must  be  shown  pursuant 
to  this  paragraph. 

(c)  A  substitute  specification  submitted  under  this  section 
must  be  submitted  in  clean  form  without  markings  as  to 
amended  material.  The  paragraphs  of  any  substitute  specifica- 
tion, other  than  the  claims,  should  be  individually  numbered  in 


Arabic  numerals  so  that  any  amendment  to  the  specification 
may  be  made  by  replacement  paragraph  in  accordance  with  § 
1.121(b)(1). 

49.  Section  1.131  is  amended  by  revising  its  heading  and 
paragraph  (a)  to  read  as  follows: 

§  1.131  AfiBdavit  or  declaration  of  prior  invention. 

(a)  When  any  claim  of  an  application  or  a  patent  under 
reexamination  is  rejected,  the  inventor  of  the  subject  matter  of 
the  rejected  claim,  the  owner  of  the  patent  under  reexamina- 
tion, or  a  party  qualified  under  §§  1.42,  1.43,  or  1.47  may 
submit  an  appropriate  oath  or  declaration  to  establish  invention 
of  the  subject  matter  of  the  rejected  claim  prior  to  the  effective 
date  of  the  reference  or  activity  on  which  the  rejection  is 
based. The  effective  date  of  a  U.S.  patent  is  the  date  that  such 
U.S.  patent  is  effective  as  a  reference  under  35  U.S.C.  102(e). 
Prior  invention  may  not  be  established  under  this  section  in 
any  country  other  than  the  United  States,  a  NAFTA  country,  or 
a  WTO  member  country.  Prior  invention  may  not  be  estab- 
lished under  this  section  before  December  8,  1993,  in  a 
NAFTA  country  other  than  the  United  States,  or  before  January 
1,  1996,  in  a  WTO  member  country  other  than  a  NAFTA 
country.  Prior  invention  may  not  be  established  under  this 
section  if  either: 

(1)  The  rejection  is  based  upon  a  U.S.  patent  to  another  or 
others  that  claims  the  same  patentable  invention  as  defined  in 
§  1.601(n);  or 

(2)  The  rejection  is  based  upon  a  statutory  bar. 

;jc    :{;    :^     :tc    :H 

50.  Section  1.132  is  revised  to  read  as  follows: 

§  1.132  AJBBdavits  or  declarations  traversing  rejections  or 
objections. 

When  any  claim  of  an  application  or  a  patent  under 
reexamination  is  rejected  or  objected  to,  an  oath  or  declaration 
may  be  submitted  to  traverse  the  rejection  or  objection.An  oath 
or  declaration  may  not  be  submitted  under  this  section  to 
traverse  a  rejection  if  the  rejection  is  based  upon  a  U.S.  patent 
to  another  or  others  which  claims  the  same  patentable  inven- 
tion as  defined  in  §  1.601(n). 

5 1 .  Section  1 . 1 33  is  amended  by  revising  paragraph  (a)  to  read 
as  follows: 

§  1.133  Interviews. 

(a)(1)  Interviews  with  examiners  concerning  applications 
and  other  matters  pending  before  the  Office  must  be  conducted 
on  Office  premises  and  within  Office  hours,  as  the  respective 

(2)  Fee  transmittal  form. 

(3)  Application  data  sheet  (see  §  1.76). 

(4)  Specification. 

(5)  Drawings  (in  duplicate). 

(6)  Executed  oath  or  declaration  (§  1.162). 

(c)  The  specification  should  include  the  following  sections 
in  order: 

( 1 )  Title  of  the  invention,  which  may  include  an  introductory 
portion  stating  the  name,  citizenship,  and  residence  of  the 
applicant. 

(2)  Cross-reference  to  related  applications  (unless  included 
in  the  application  data  sheet). 

(3)  Statement  regarding  federally  sponsored  research  or 
development. 

(4)  Latin  name  of  the  genus  and  species  of  the  plant  claimed. 

(5)  Variety  denomination. 

(6)  Background  of  the  invention. 

(7)  Brief  summary  of  the  invention. 

(8)  Brief  description  of  the  drawing. 

(9)  Detailed  botanical  description. 

(10)  A  single  claim. 

(11)  Abstract  of  the  disclosure. 

(d)  The  text  of  the  specification  or  sections  defined  in 
paragraph  (c)  of  this  section,  if  applicable,  should  be  preceded 
by  a  section  heading  in  upper  case,  without  underlining  or  bold 
type. 

59.  Section  1.173  is  revised  to  read  as  follows: 
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§  1.173  Reissue  specification,  drawings,  and  amendments. 

(a)  Contents  of  a  reissue  application.  An  application  for 
reissue  must  contain  the  entire  specification,  including  the 
claims,  and  the  drawings  of  the  patent.  No  new  matter  shall  be 
introduced  into  the  appUcation.  No  reissue  patent  shall  be 
granted  enlarging  the  scope  of  the  claims  of  the  original  patent 
unless  applied  for  within  two  years  from  the  grant  of  the 
original  patent,  pursuant  to  35  U.S.C.  251. 

(1)  Specification,  including  claims.  The  entire  specification, 
including  the  claims,  of  the  patent  for  which  reissue  is 
requested  must  be  furnished  in  the  form  of  a  copy  of  the 
printed  patent,  in  double  column  format,  each  page  on  only  one 
side  of  a  single  sheet  of  paper.  If  an  amendment  of  the  reissue 
application  is  to  be  included,  it  must  be  made  pursuant  to 
paragraph  (b)  of  this  section.  The  formal  requirements  for 
papers  making  up  the  reissue  appUcation  other  than  those  set 
forth  in  this  section  are  set  out  in  1.5 2. Additionally,  a  copy  of 
any  disclaimer  (§  1.321),  certificate  of  correction  (§§  1.322 
through  1.324),  or  reexamination  certificate  (§  1.570)  issued  in 
the  patent  must  be  included.  (See  also  §  1.178). 

(2)  Drawings.  Applicant  must  submit  a  clean  copy  of  each 
drawing  sheet  of  the  printed  patent  at  the  time  the  reissue 
application  is  filed.  If  such  copy  complies  with  §  1.84,  no 
further  drawings  will  be  required.  Where  a  drawing  of  the 
reissue  application  is  to  include  any  changes  relative  to  the 
patent  being  reissued,  the  changes  to  the  drawing  must  be 
made  in  accordance  with  paragraph  (b)(3)  of  this  section.  The 
Office  will  not  transfer  the  drawings  from  the  patent  file  to  the 
reissue  application. 

(b)  Making  amendments  in  a  reissue  application.  An  amend- 
ment in  a  reissue  application  is  made  either  by  physically 
incorporating  the  changes  into  the  specification  when  the 
application  is  filed,  or  by  a  separate  amendment  paper.  If 
amendment  is  made  by  incorporation,  markings  pursuant  to 
paragraph  (d)  of  this  section  must  be  used.  If  amendment  is 
made  by  an  amendment  paper,  the  paper  must  direct  that 
specified  changes  be  made. 

(1)  Specification  other  than  the  claims.  Changes  to  the 
specification,  other  than  to  the  claims,  must  be  made  by 
submission  of  the  entire  text  of  an  added  or  rewritten  para- 
graph, including  markings  pursuant  to  paragraph  (d)  of  this 
section,  except  that  an  entire  paragraph  may  be  deleted  by  a 
statement  deleting  the  paragraph  without  presentation  of  the 
text  of  the  paragraph.  The  precise  point  in  the  specification 
must  be  identified  where  any  added  or  rewritten  paragraph  is 
located.  This  paragraph  applies  whether  the  amendment  is 
submitted  on  paper  or  compact  disc  (see  §§  1.52(e)(1)  and 
1.821(c),  but  not  for  discs  submitted  under  §  1.821(e)). 

(2)  Claims.  An  amendment  paper  must  include  the  entire 
text  of  each  claim  being  changed  by  such  amendment  paper 
and  of  each  claim  being  added  by  such  amendment  paper.  For 
any  claim  changed  by  the  amendment  paper,  a  parenthetical 
expression  "amended,"  "twice  amended,"  etc^,  should  follow 
the  claim  number.  Each  changed  patent  claim  and  each  added 
claim  must  include  markings  pursuant  to  paragraph  (d)  of  this 
section,  except  that  a  patent  claim  or  added  claim  should  be 
canceled  by  a  statement  canceling  the  claim  without  presenta- 
tion of  the  text  of  the  claim. 

(3)  Drawings.  Any  change  to  the  patent  drawings  must  be 
submitted  as  a  sketch  on  a  separate  paper  showing  the 
proposed  changes  in  red  for  approval  by  the  examiner.  Upon 
approval  by  the  examiner,  new  drawings  in  compliance  with  § 
1.84  including  the  approved  changes  must  be  filed.  Amended 
figures  must  be  identified  as  "Amended,"  and  any  added  figure 
must  be  identified  as  "New."  In  the  event  that  a  figure  is 
canceled,  the  figure  must  be  surrounded  by  brackets  and 
identified  as  "Canceled." 

(c)  Status  of  claims  and  support  for  claim  changes.  When- 
ever there  is  an  amendment  to  the  claims  pursuant  to  paragraph 
(b)  of  this  section,  there  must  also  be  supplied,  on  pages 
separate  from  the  pages  containing  the  changes,  the  status  (i.e.. 
pending  or  canceled),  as  of  the  date  of  the  amendment,  of  all 
patent  claims  and  of  all  added  claims,  and  an  explanation  of  the 
support  in  the  disclosure  of  the  patent  for  the  changes  made  to 
the  claims. 

(d)  Changes  shown  by  markings.  Any  changes  relative  to  the 
patent  being  reissued  which  are  made  to  the  specification, 
including  the  claims,  upon  filing,  or  by  an  amendment  paper  in 
the  reissue  application,  must  include  the  following  markings: 

(1)  The  matter  to  be  omitted  by  reissue  must  be  enclosed  in 
brackets;  and 


(2)  The  matter  to  be  added  by  reissue  must  be  underlined, 
except  for  amendments  submitted  on  compact  discs  (§§  1.96 
and  1.821(c)).  Matter  added  by  reissue  on  compact  discs  must 
be  preceded  with  "<U>"  and  end  with  "<\U>"  to  properly 
identify  the  material  being  added. 

(e)  Numbering  of  patent  claims  preserved.  Patent  claims 
may  not  be  renumbered.  The  numbering  of  any  claim  added  in 
the  reissue  application  must  follow  the  number  of  the  highest 
numbered  patent  claim. 

(f)  Amendment  of  disclosure  may  be  required.  The  disclo- 
sure must  be  amended,  when  required  by  the  Office,  to  correct 
inaccuracies  of  description  and  definition,  and  to  secure 
substantial  correspondence  between  the  claims,  the  remainder 
of  the  specification,  and  the  drawings. 

(g)  Amendments  made  relative  to  the  patent.  All  amend- 
ments must  be  made  relative  to  the  patent  specification, 
including  the  claims,  and  drawings,  which  are  in  effect  as  of 
the  date  of  filing  of  the  reissue  application. 

60.  Section  1.174  is  removed  and  reserved. 
§  1.174  [Reserved] 

61.  Section  1.176  is  revised  to  read  as  follows: 
§  1.176  Examination  of  reissue. 

(a)  A  reissue  application  will  be  examined  in  the  same 
manner  as  a  non-reissue,  non-  provisional  application,  and  will 
be  subject  to  all  the  requirements  of  the  rules  related  to 
non-reissue  applications.  Apphcations  for  reissue  will  be  acted 
on  by  the  examiner  in  advance  of  other  applications. 

(b)  Restriction  between  subject  matter  of  the  original  patent 
claims  and  previously  unclaimed  subject  matter  may  be 
required  (restriction  involving  only  subject  matter  of  the 
original  patent  claims  will  not  be  required).  If  restriction  is 
required,  the  subject  matter  of  the  original  patent  claims  will  be 
held  to  be  constructively  elected  unless  a  disclaimer  of  all  the 
patent  claims  is  filed  in  the  reissue  application,  which  dis- 
claimer cannot  be  withdrawn  by  applicant. 

62.  Section  1.177  is  revised  to  read  as  follows: 
§  1.177  Issuance  of  multiple  reissue  patents. 

(a)  The  Office  may  reissue  a  patent  as  multiple  reissue 
patents.  If  applicant  files  more  than  one  application  for  the 
reissue  of  a  single  patent,  each  such  application  must  contain 
or  be  amended  to  contain  in  the  first  sentence  of  the  specifi- 
cation a  notice  stating  that  more  than  one  reissue  application 
has  been  filed  and  identifying  each  of  the  reissue  applications 
by  relationship,  application  number  and  filing  date.  The  Office 
may  correct  by  certificate  of  correction  under  §  1.322  any 
reissue  patent  resulting  from  an  application  to  which  this 
paragraph  applies  that  does  not  contain  the  required  notice. 

(b)  If  applicant  files  more  than  one  application  for  the 
reissue  of  a  single  patent,  each  claim  of  the  patent  being 
reissued  must  be  presented  in  each  of  the  reissue  applications 
as  an  amended,  unamended,  or  canceled  (shown  in  brackets) 
claim,  with  each  such  claim  bearing  the  same  number  as  in  the 
patent  being  reissued.  The  same  claim  of  the  patent  being 
reissued  may  not  be  presented  in  its  original  unamended  form 
for  examination  in  more  than  one  of  such  multiple  reissue 
applications.  The  numbering  of  any  added  claims  in  any  of  the 
multiple  reissue  applications  must  follow  the  number  of  the 
highest  numbered  original  patent  claim. 

(c)  If  any  one  of  the  several  reissue  applications  by  itself 
fails  to  correct  an  error  in  the  original  patent  as  required  by  35 
U.S.C.  251  but  is  otherwise  in  condition  for  allowance,  the 
Office  may  suspend  action  in  the  allocable  application  until  all 
issues  are  resolved  as  to  at  least  one  of  the  remaining  reissue 
applications.  The  Office  may  also  merge  two  or  more  of  the 
multiple  reissue  applications  into  a  single  reissue  application. 
No  reissue  application  containing  only  unamended  patent 
claims  and  not  correcting  an  error  in  the  original  patent  will  be 
passed  to  issue  by  itself. 

63.  Section  1.178  is  revised  to  read  as  follows: 

§  1.178  Original  patent;  continuing  duty  of  applicant. 

(a)  The  application  for  a  reissue  should  be  accompanied  by 
either  an  offer  to  surrender  the  original  patent,  or  the  original 
patent  itself,  or  if  the  original  is  lost  or  inaccessible,  by  a 
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statement  to  that  effect.  The  application  may  be  accepted  for 
examination  in  the  absence  of  the  original  patent  or  the 
statement,  but  one  or  the  other  must  be  supplied  before  the 
application  is  allowed.  If  a  reissue  application  is  refused,  the 
original  patent,  if  surrendered,  will  be  returned  to  applicant 
upon  request. 

(b)  In  any  reissue  application  before  the  Office,  the  applicant 
must  call  to  the  attention  of  the  Office  any  prior  or  concurrent 
proceedings  in  which  the  patent  (for  which  reissue  is  re- 
quested) is  or  was  involved,  such  as  interferences,  reissues, 
reexaminations,  or  litigations  and  the  results  of  such  proceed- 
ings (see  also  §  1.173(a)(1)). 

64.  Section  1.181  is  amended  by  revising  paragraph  (f)  to  read 
as  follows: 

§  1.181  Petition  to  ttie  Commissioner. 


(2)  A  completed  Office-provided  issue  fee  transmittal  form 
(where  no  issue  fee  has  been  submitted). 

68.  Section  1.314  is  revised  to  read  as  follows: 

§  1.314  Issuance  of  patent. 

If  applicant  timely  pays  the  issue  fee,  the  Office  will  issue 
the  patent  in  regular  course  unless  the  application  is  withdrawn 
from  issue  (§  1.313)  or  the  Office  defers  issuance  of  the  patent. 
To  request  that  the  Office  defer  issuance  of  a  patent,  applicant 
must  file  a  petition  under  this  section  including  the  fee  set  forth 
in  §  1.17(h)  and  a  showing  of  good  and  sufficient  reasons  why 
it  is  necessary  to  defer  issuance  of  the  patent. 

69.  Section  1.322  is  amended  by  revising  paragraph  (a)  to  read 
as  follows; 


(f)  The  mere  filing  of  a  petition  will  not  stay  any  period  for 
reply  that  may  be  running  against  the  application,  nor  act  as  a 
stay  of  other  proceedings.  Any  petition  under  this  part  not  filed 
within  two  months  of  the  mailing  date  of  the  action  or  notice 
from  which  relief  is  requested  may  be  dismissed  as  untimely, 
except  as  otherwise  provided.  This  two-month  period  is  not 
extendable. 


65.  Section  1.193  is  amended  by  revising  paragraph  (b)(1)  to 
read  as  follows: 

§  1.193  Examiner's  answer  and  reply  brief. 

(b)(1)  Appellant  may  file  a  reply  brief  to  an  examiner's 
answer  or  a  supplemental  examiner's  answer  within  two 
months  from  the  date  of  such  examiner's  answer  or  supple- 
mental examiner's  answer.  See  §  1.136(b)  for  extensions  of 
time  for  filing  a  reply  brief  in  a  patent  application  and  § 
1.550(c)  for  extensions  of  time  for  filing  a  reply  brief  in  a 
reexamination  proceeding.  The  primary  examiner  must  either 
acknowledge  receipt  and  entry  of  the  reply  brief  or  withdraw 
the  final  rejection  and  reopen  prosecution  to  respond  to  the 
reply  brief.  A  supplemental  examiner's  answer  is  not  permit- 
ted, unless  the  application  has  been  remanded  by  the  Board  of 
Patent  Appeals  and  Interferences  for  such  purpose. 

66.  Section  1.303  is  amended  by  revising  paragraph  (a)  to  read 
as  follows: 

§  1.303  Civil  action  under  35  U.S.C.  145,  146,  306. 

(a)  Any  applicant  or  any  owner  of  a  patent  involved  in  a 
reexamination  proceeding  dissatisfied  with  the  decision  of  the 
Board  of  Patent  Appeals  and  Interferences,  and  any  party  to  an 
interference  dissatisfied  with  the  decision  of  the  Board  of 
Patent  Appeals  and  Interferences  may,  instead  of  appealing  to 
the  U.S.  Court  of  Appeals  for  the  Federal  Circuit  (§  1.301), 
have  remedy  by  civil  action  under  35  U.S.C.  145  or  146,  as 
appropriate. Such  civil  action  must  be  commenced  within  the 
time  specified  in  §  1.304. 

67.  Section  1.311  is  amended  by  revising  paragraph  (b)  to  read 
as  follows: 

§  1.311  Notice  of  allowance. 

(b)  An  authorization  to  charge  the  issue  fee  (§  1.18)  to  a 
deposit  account  may  be  filed  in  an  individual  application  only 
after  the  mailing  of  the  notice  of  allowance.  The  submission  of 
either  of  the  following  after  the  mailing  of  a  notice  of 
allowance  will  operate  as  a  request  to  charge  the  correct  issue 
fee  to  any  deposit  account  identified  in  a  previously  filed 
authorization  to  charge  fees: 

(1)  An  incorrect  issue  fee;  or 


§  1.322  Certificate  of  correction  of  Office  mistake. 

(a)(1)  The  Commissioner  may  issue  a  certificate  of  correc- 
tion pursuant  to  35  U.S.C.  254  to  correct  a  mistake  in  a  patent, 
incurred  through  the  fault  of  the  Office,  which  mistake  is 
clearly  disclosed  in  the  records  of  the  Office: 

(i)  At  the  request  of  the  patentee  or  the  patentee's  assignee; 

(ii)  Acting  sua  sponte  for  mistakes  that  the  Office  discovers; 
or 

(iii)  Acting  on  information  about  a  mistake  supplied  by  a 
third  party. 

(2)(i)There  is  no  obligation  on  the  Office  to  act  on  or 
respond  to  a  submission  of  information  or  request  to  issue  a 
certificate  of  correction  by  a  third  party  under  paragraph 
(a)(l)(iii)  of  this  section. 

(ii)  Papers  submitted  by  a  third  party  under  this  section  will 
not  be  made  of  record  in  the  file  that  they  relate  to  nor  be 
retained  by  the  Office. 

(3)  If  the  request  relates  to  a  patent  involved  in  an  interfer- 
ence, the  request  must  comply  with  the  requirements  of  this 
section  and  be  accompanied  by  a  motion  under  §  1.635. 

(4)  The  Office  will  not  issue  a  certificate  of  correction  under 
this  section  without  first  notifying  the  patentee  (including  any 
assignee  of  record)  at  the  correspondence  address  of  record  as 
specified  in  §  1.33(a)  and  affording  the  patentee  or  an  assignee 
an  opportunity  to  be  heard. 

70.  Section  1.323  is  revised  to  read  as  follows: 

§  1.323  Certificate  of  correction  of  applicant's  mistake. 

The  Office  may  issue  a  certificate  of  correction  under  the 
conditions  specified  in  35  U.S.C.  255  at  the  request  of  the 
patentee  or  the  patentee's  assignee,  upon  payment  of  the  fee  set 
forth  in  §  1.20(a).  If  the  request  relates  to  a  patent  involved  in 
an  interference,  the  request  must  comply  with  the  requirements 
of  this  section  and  be  accompanied  by  a  motion  under  §  1.635. 

71.  Section  1.324  is  amended  by  revising  its  heading  and 
paragraph  (b)(1)  and  adding  paragraph  (c)  to  read  as  follows: 

§  1.324  Correction  of  inventorship  in  patent,  pursuant  to  35 
U.S.C.  256. 

r\y\  *  *  * 

(1)  Where  one  or  more  persons  are  being  added,  a  statement 
from  each  person  who  is  being  added  as  an  inventor  that  the 
inventorship  error  occurred  without  any  deceptive  intention  on 
his  or  her  part; 

(c)  For  correction  of  inventorship  in  an  application  see  §§ 
1.48  and  1.497,  and  in  an  interference  see  §  1.634. 

72.  Section  1.366  is  amended  by  revising  paragraph  (c)  to  read 
as  follows: 

§  1.366  Submission  of  maintenance  fees. 
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(c)  In  submitting  maintenance  fees  and  any  necessary 
surcharges,  identification  of  the  patents  for  which  maintenance 
fees  are  being  paid  must  include  the  patent  number,  and  the 
application  number  of  the  United  States  application  for  the 
patent  on  which  the  maintenance  fee  is  being  paid.  If  the 
payment  includes  identification  of  only  the  patent  number  (i.e.. 
does  not  identify  the  application  number  of  the  United  States 
application  for  the  patent  on  which  the  maintenance  fee  is 
being  paid),  the  Office  may  apply  the  payment  to  the  patent 
identified  by  patent  number  in  the  payment  or  may  return  the 
payment. 

73.  Section  1.446  is  amended  by  revising  paragraph  (a)  and 
adding  paragraph  (b)  to  read  as  follows: 

§   1.446  Refund  of  international  application  filing  and 
processing  fees. 

(a)  Money  paid  for  international  application  fees,  where  paid 
by  actual  mistake  or  in  excess,  such  as  a  payment  not  required 
by  law  or  treaty  and  its  Regulations,  may  be  refunded.  A  mere 
change  of  purpose  after  the  payment  of  a  fee  will  not  entitle  a 
party  to  a  refund  of  such  fee.  The  Office  will  not  refund 
amounts  of  twenty-five  dollars  or  less  unless  a  refund  is 
specifically  requested  and  will  not  notify  the  payor  of  such 
amounts.  If  the  payor  or  party  requesting  a  refund  does  not 
provide  the  banking  information  necessary  for  making  refunds 
by  electronic  funds  transfer,  the  Office  may  use  the  banking 
information  provided  on  the  payment  instrument  to  make  any 
refund  by  electronic  funds  transfer. 

(b)  Any  request  for  refund  under  paragraph  (a)  of  this 
section  must  be  filed  within  two  years  from  the  date  the  fee 
was  paid.  If  the  Office  charges  a  deposit  account  by  an  amount 
other  than  an  amount  specifically  indicated  in  an  authorization 
under  §  1.25(b),  any  request  for  refund  based  upon  such  charge 
must  be  filed  within  two  years  from  the  date  of  the  deposit 
account  statement  indicating  such  charge  and  include  a  copy  of 
that  deposit  account  statement.  The  time  periods  set  forth  in 
this  paragraph  are  not  extendable. 

74.  Section  1.497  is  amended  by  revising  paragraph  (b)(2)  and 
adding  paragraphs  (d)  and  (e)  to  read  as  follows: 

§  1.497  Oath  or  declaration  under  35  U.S.C.  371(c)(4). 

4=    ^    ^    ^    >(( 

(b)  *  *  * 

(2)  If  the  person  making  the  oath  or  declaration  or  any 
supplemental  oath  or  declaration  is  not  the  inventor  (§§  1.42, 
1.43,  or  §  1.47),  the  oath  or  declaration  shall  state  the 
relationship  of  the  person  to  the  inventor,  and,  upon  informa- 
tion and  belief,  the  facts  which  the  inventor  would  have  been 
required  to  state.  If  the  person  signing  the  oath  or  declaration 
is  the  legal  representative  of  a  deceased  inventor,  the  oath  or 
declaration  shall  also  state  that  the  person  is  a  legal  represen- 
tative and  the  citizenship,  residence  and  mailing  address  of  the 
legal  representative. 

(d)  If  the  oath  or  declaration  filed  pursuant  to  35  U.S.C. 
371(c)(4)  and  this  section  names  an  inventive  entity  different 
from  the  inventive  entity  set  forth  in  the  international  applica- 
tion, the  oath  or  declaration  must  be  accompanied  by: 

(1)  A  statement  from  each  person  being  added  as  an  inventor 
and  from  each  person  being  deleted  as  an  inventor  that  any 
error  in  inventorship  in  the  international  application  occurred 
without  deceptive  intention  on  his  or  her  part; 

(2)  The  processing  fee  set  forth  in  §  1.17(i);  and 

(3)  If  an  assignment  has  been  executed  by  any  of  the  original 
named  inventors,  the  written  consent  of  the  assignee  (see  § 
3.73(b)  of  this  chapter). 

(e)  The  Office  may  require  such  other  information  as  may  be 
deemed  appropriate  under  the  particular  circumstances  sur- 
rounding the  correction  of  inventorship. 

75.  Section  1.510  is  amended  by  revising  paragraphs  (b)(4) 
and  (e)  to  read  as  follows: 


§  1.510  Request  for  reexamination. 


(b)  *  *  * 

(4)  A  copy  of  the  entire  patent  including  the  front  face, 
drawings,  and  specification/claims  (in  double  column  format) 
for  which  reexamination  is  requested,  and  a  copy  of  any 
disclaimer,  certificate  of  correction,  or  reexamination  certifi- 
cate issued  in  the  patent.  All  copies  must  have  each  page 
plainly  written  on  only  one  side  of  a  sheet  of  paper. 


(e)  A  request  filed  by  the  patent  owner  may  include  a 
proposed  amendment  in  accordance  with  §  1.530. 


76.  Section  1.530  is  amended  by  revising  its  heading  and 
paragraph  (d),  and  adding  paragraphs  (e)  through  (I)  to  read  as 
follows: 

§  1.530  Statement;  amendment  by  patent  owner;  inventor- 
ship change. 

(d)  Making  amendments  in  a  reexamination  proceeding.  A 
proposed  amendment  in  a  reexamination  proceeding  is  made 
by  filing  a  paper  directing  that  proposed  specified  changes  be 
made  to  the  patent  specification,  including  the  claims,  or  to  the 
drawings.  An  amendment  paper  directing  that  proposed  speci- 
fied changes  be  made  in  a  reexamination  proceeding  may  be 
submitted  as  an  accompaniment  to  a  request  filed  by  the  patent 
owner  in  accordance  with  §  1.510(e),  as  part  of  a  patent  owner 
statement  in  accordance  with  paragraph  (b)  of  this  section,  or, 
where  permitted,  during  the  prosecution  of  the  reexamination 
proceeding  pursuant  to  §  1.550(a). 

(1)  Specification  other  than  the  claims.  Changes  to  the 
specification,  other  than  to  the  claims,  must  be  made  by 
submission  of  the  entire  text  of  an  added  or  rewritten  para- 
graph including  markings  pursuant  to  paragraph  (f)  of  this 
section,  except  that  an  entire  paragraph  may  be  deleted  by  a 
statement  deleting  the  paragraph,  without  presentation  of  the 
text  of  the  paragraph.  The  precise  point  in  the  specification 
must  be  identified  where  any  added  or  rewritten  paragraph  is 
located.  This  paragraph  applies  whether  the  amendment  is 
submitted  on  paper  or  compact  disc  (see  §§  1.96  and  1.825). 

(2)  Claims.  An  amendment  paper  must  include  the  entire 
text  of  each  patent  claim  which  is  being  proposed  to  be 
changed  by  such  amendment  paper  and  of  each  new  claim 
being  proposed  to  be  added  by  such  amendment  paper.  For  any 
claim  changed  by  the  amendment  paper,  a  parenthetical 
expression  "amended,"  "twice  amended,"  etc.,  should  follow 
the  claim  number.  Each  patent  claim  proposed  to  be  changed 
and  each  proposed  added  claim  must  include  markings  pursu- 
ant to  paragraph  (f)  of  this  section,  except  that  a  patent  claim 
or  proposed  added  claim  should  be  canceled  by  a  statement 
canceling  the  claim,  without  presentation  of  the  text  of  the 
claim. 

(3)  Drawings.  Any  change  to  the  patent  drawings  must  be 
submitted  as  a  sketch  on  a  separate  paper  showing  the 
proposed  changes  in  red  for  approval  by  the  examiner.  Upon 
approval  of  the  changes  by  the  examiner,  only  new  sheets  of 
drawings  including  the  changes  and  in  compliance  with§  1.84 
must  be  filed.  Amended  figures  must  be  identified  as 
"Amended,"  and  any  added  figure  must  be  identified  as  "New." 
In  the  event  a  figure  is  canceled,  the  figure  must  be  surrounded 
by  brackets  and  identified  as  "Canceled." 

(4)  The  formal  requirements  for  papers  making  up  the 
reexamination  proceeding  other  than  those  set  forth  in  this 
section  are  set  out  in  §  1.52. 

(e)  Status  of  claims  and  support  for  claim  changes.  When- 
ever there  is  an  amendment  to  the  claims  pursuant  to  paragraph 
(d)  of  this  section,  there  must  also  be  supplied,  on  pages 
separate  from  the  pages  containing  the  changes,  the  status  (i.e., 
pending  or  canceled),  as  of  the  date  of  the  amendment,  of  all 
patent  claims  and  of  all  added  claims,  and  an  explanation  of  the 
support  in  the  disclosure  of  the  patent  for  the  changes  to  the 
claims  made  by  the  amendment  paper. 

(f)  Changes  shown  by  markings.  Any  changes  relative  to  the 
patent  being  reexamined  which  are  made  to  the  specification, 
including  the  claims,  must  include  the  following  markings: 
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(1)  The  matter  to  be  omitted  by  the  reexamination  proceed- 
ing must  be  enclosed  in  brackets;  and 

(2)  The  matter  to  be  added  by  the  reexamination  proceeding 
must  be  underlined. 

(g)  Numbering  of  patent  claims  preserved.  Patent  claims 
may  not  be  renumbered.  The  numbering  of  any  claims  added  in 
the  reexamination  proceeding  must  follow  the  number  of  the 
highest  numbered  patent  claim. 

(h)  Amendment  of  disclosure  may  be  required.  The  disclo- 
sure must  be  amended,  when  required  by  the  Office,  to  correct 
inaccuracies  of  description  and  definition,  and  to  secure 
substantial  correspondence  between  the  claims,  the  remainder 
of  the  specification,  and  the  drawings. 

(i)  Amendments  made  relative  to  patent.  All  amendments 
must  be  made  relative  to  the  patent  specification,  including  the 
claims,  and  drawings,  which  are  in  effect  as  of  the  date  of  filing 
the  request  for  reexamination. 

(j)  No  enlargement  of  claim  scope.  No  amendment  may 
enlarge  the  scope  of  the  claims  of  the  patent  or  introduce  new 
matter.  No  amendment  may  be  proposed  for  entry  in  an  expired 
patent.  Moreover,  no  amendment,  other  than  the  cancellation 
of  claims,  will  be  incorporated  into  the  patent  by  a  certificate 
issued  after  the  expiration  of  the  patent. 

(k)  Amendments  not  effective  until  certificate.  Although  the 
Office  actions  will  treat  proposed  amendments  as  though  they 
have  been  entered,  the  proposed  amendments  will  not  be 
effective  until  the  reexamination  certificate  is  issued. 

(1)  Correction  of  inventorship  in  a  reexamination  proceed- 
mg. 

(1)  When  it  appears  in  a  patent  being  reexamined  that  the 
correct  inventor  or  inventors  were  not  named  through  error 
without  deceptive  intention  on  the  part  of  the  actual  inventor  or 
inventors,  the  Commissioner  may,  on  petition  of  all  the  parties, 
including  the  assignees,  and  satisfactory  proof  of  the  facts  and 
payment  of  the  fee  set  forth  in  §  1 .20(b),  or  on  order  of  a  court 
before  which  such  matter  is  called  in  question,  include  in  the 
reexamination  certificate  to  be  issued  under  §  1.570  an 
amendment  naming  only  the  actual  inventor  or  inventors.  The 
petition  must  be  submitted  as  part  of  the  reexamination 
proceeding,  and  must  satisfy  the  requirements  of  §  1.324. 

(2)  Notwithstanding  paragraph  (1)(1)  of  this  section,  if  a 
petition  to  correct  inventorship  satisfying  the  requirements  of  § 
1.324  is  filed  in  a  reexamination  proceeding,  and  the  reexami- 
nation proceeding  is  terminated  other  than  by  a  reexamination 
certificate  under  §  1.570,  a  certificate  of  correction  indicating 
the  change  of  inventorship  stated  in  the  petition  will  be  issued 
upon  request  by  the  patentee. 

77.  Section  1.550  is  amended  by  revising  paragraphs  (a)  and 
(b)  to  read  as  follows: 

§  1.550  Conduct  of  reexamination  proceedings. 

(a)  All  reexamination  proceedings,  including  any  appeals  to 
the  Board  of  Patent  Appeals  and  Interferences,  will  be  con- 
ducted with  special  dispatch  within  the  Office.  After  issuance  of 
the  reexamination  order  and  expiration  of  the  time  for  submit- 
ting any  responses  thereto,  the  examination  will  be  conducted 
in  accordance  with  §§  1.104,  1.105,  1.110  through  1.113, 
1.115,  and  1.116  and  will  result  in  the  issuance  of  a  reexami- 
nation certificate  under  §  1.570. 

(b)  The  patent  owner  will  be  given  at  least  thirty  days  to 
respond  to  any  Office  action. In  response  to  any  rejection,  such 
response  may  include  further  statements  and/or  proposed 
amendments  or  new  claims  to  place  the  patent  in  a  condition 
where  all  claims,  if  amended  as  proposed,  would  be  patentable. 

78.  Section  1.565  is  amended  by  revising  paragraph  (a)  to  read 
as  follows: 

§  1.565  Concurrent  office  proceedings. 

(a)  In  any  reexamination  proceeding  before  the  Office,  the 
patent  owner  must  call  the  attention  of  the  Office  to  any  prior 
or  concurrent  proceedings  in  which  the  patent  is  or  was 
involved  such  as  interferences,  reissue,  reexaminations  or 
litigation  and  the  results  of  such  proceedings. 


79.  Section  1.666  is  amended  by  revising  paragraph  (b)  to  read 
as  follows: 


§  1.666  Filing  of  interference  settlement  agreements. 


(b)  If  any  party  filing  the  agreement  or  understanding  under 
paragraph  (a)  of  this  section  so  requests,  the  copy  will  be  kept 
separate  from  the  file  of  the  interference,  and  made  available 
only  to  Government  agencies  on  written  request,  or  to  any 
person  upon  petition  accompanied  by  the  fee  set  forth  in  § 
1.17(h)  and  on  a  showing  of  good  cause. 


:};    :f:    :{(:{:    ^ 


80.  Section  1.720  is  amended  by  revising  paragraphs  (b)  and 
(g)  to  read  as  follows: 

§  1.720  Conditions  for  extension  of  patent  term. 


(b)  The  term  of  the  patent  has  never  been  previously 
extended,  except  for  extensions  issued  pursuant  to  §§  1.701, 
1.760,  or  §  1.790; 

(g)  The  term  of  the  patent,  including  any  interim  extension 
issued  pursuant  to  §  1.790,  has  not  expired  before  the  submis- 
sion of  an  application  in  compliance  with  §  1.741;  and 

81.  Section  1.730  is  revised  to  read  as  follows: 

§  1.730  Applicant  for  extension  of  patent  term;  signature 
requirements. 

(a)  Any  application  for  extension  of  a  patent  term  must  be 
submitted  by  the  owner  of  record  of  the  patent  or  its  agent  and 
must  comply  with  the  requirements  of  §  1.740. 

(b)  If  the  application  is  submitted  by  the  patent  owner,  the 
application  must  be  signed  either  by: 

(1)  The  patent  owner  in  compliance  with  §  3.73(b)  of  this 
chapter;  or 

(2)  A  registered  practitioner  on  behalf  of  the  patent  owner. 

(c)  If  the  application  is  submitted  on  behalf  of  the  patent 
owner  by  an  agent  of  the  patent  owner  (e.g.,  a  licensee  of  the 
patent  owner),  the  application  must  be  signed  by  a  registered 
practitioner  on  behalf  of  the  agent.  The  Office  may  require 
proof  that  the  agent  is  authorized  to  act  on  behalf  of  the  patent 
owner. 

(d)  If  the  application  is  signed  by  a  registered  practitioner, 
the  Office  may  require  proof  that  the  practitioner  is  authorized 
to  act  on  behalf  of  the  patent  owner  or  agent  of  the  patent 
owner. 

82.  Section  1.740  is  amended  by  removing  paragraph  (a)(16) 
and  (a)(17)  and  by  revising  its  heading,  the  introductory  text  of 
paragraph  (a),  and  paragraphs  (a)(9),  (a)(10),  (a)(14),  (a)(15), 
(b)  and  (c)  to  read  as  follows: 

§  1.740  Formal  requirements  for  application  for  extension 
of  patent  term;  correction  of  informalities. 

(a)  An  application  for  extension  of  patent  term  must  be  made 
in  writing  to  the  Commissioner.  A  formal  application  for  the 
extension  of  patent  term  must  include: 

*  *  * 

(9)  A  statement  that  the  patent  claims  the  approved  product, 
or  a  method  of  using  or  manufacturing  the  approved  product, 
and  a  showing  which  lists  each  applicable  patent  claim  and 
demonstrates  the  manner  in  which  at  least  one  such  patent 
claim  reads  on: 

(i)The  approved  product,  if  the  listed  claims  include  any 
claim  to  the  approved  product; 

(ii)  The  method  of  using  the  approved  product,  if  the  listed 
claims  include  any  claim  to  the  method  of  using  the  approved 
product;  and 

(iii)  The  method  of  manufacturing  the  approved  product,  if 
the  listed  claims  include  any  claim  to  the  method  of  manufac- 
turing the  approved  product; 
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(10)  A  statement  beginning  on  a  new  page  of  the  relevant 
dates  and  information  pursuant  to  35  U.S.C.  156(g)  in  order  to 
enable  the  Secretary  of  Health  and  Human  Services  or  the 
Secretary  of  Agriculture,  as  appropriate,  to  determine  the 
applicable  regulatory  review  period  as  follows: 

(i)  For  a  patent  claiming  a  human  drug,  antibiotic,  or  human 
biological  product: 

(A)  The  efifective  date  of  the  investigational  new  drug  (IND) 
application  and  the  IND  number; 

(B)  The  date  on  which  a  new  drug  application  (NDA)  or  a 
Product  License  Application  (PLA)  was  initially  submitted  and 
the  NDA  or  PLA  number;  and 

(C)  The  date  on  which  the  NDA  was  approved  or  the 
Product  License  issued; 

(ii)  For  a  patent  claiming  a  new  animal  drug: 

(A)  The  date  a  major  health  or  environmental  effects  test  on 
the  drug  was  initiated,  and  any  available  substantiation  of  that 
date,  or  the  date  of  an  exemption  under  subsection  (j)  of 
Section  512  of  the  Federal  Food,  Drug,  and  Cosmetic  Act 
became  effective  for  such  animal  drug; 

(B)  The  date  on  which  a  new  animal  drug  application 
(NADA)  was  initially  submitted  and  the  NADA  number;  and 

(C)  the  date  on  which  the  NADA  was  approved; 

(iii)  For  a  patent  claiming  a  veterinary  biological  product: 

(A)  The  date  the  authority  to  prepare  an  experimental 
biological  product  under  the  Virus-Serum-Toxin  Act  became 
effective; 

(B)  The  date  an  application  for  a  license  was  submitted 
under  the  Virus-Serum-Toxin  Act;  and 

(C)  The  date  the  license  issued; 

(iv)  For  a  patent  claiming  a  food  or  color  additive: 

(A)  The  date  a  major  health  or  environmental  effects  test  on 
the  additive  was  initiated  and  any  available  substantiation  of 
that  date; 

(B)  The  date  on  which  a  petition  for  product  approval  under 
the  Federal  Food,  Drug  and  Cosmetic  Act  was  initially 
submitted  and  the  petition  number;  and 

(C)  The  date  on  which  the  FDA  published  a  Federal  Register 
notice  listing  the  additive  for  use; 

(v)  For  a  patent  claiming  a  medical  device: 

(A)  The  efifective  date  of  the  investigational  device  exemp- 
tion (IDE)  and  the  IDE  number,  if  applicable,  or  the  date  on 
which  the  applicant  began  the  first  clinical  investigation 
involving  the  device,  if  no  IDE  was  submitted,  and  any 
available  substantiation  of  that  date; 

(B)  The  date  on  which  the  application  for  product  approval 
or  notice  of  completion  of  a  product  development  protocol 
under  Section  5 15  of  the  Federal  Food,  Drug  and  Cosmetic  Act 
was  initially  submitted  and  the  number  of  the  application;  and 

(C)  The  date  on  which  the  application  was  approved  or  the 
protocol  declared  to  be  completed; 


(14)  The  prescribed  fee  for  receiving  and  acting  upon  the 
application  for  extension  (see  §  1.20(j));  and 

(15)  The  name,  address,  and  telephone  number  of  the  person 
to  whom  inquiries  and  correspondence  relating  to  the  applica- 
tion for  patent  term  extension  are  to  be  directed. 

(b)  The  application  under  this  section  must  be  accompanied 
by  two  additional  copies  of  such  appHcation  (for  a  total  of 
three  copies). 

(c)  If  an  application  for  extension  of  patent  term  is  informal 
under  this  section,  the  Ofl&ce  will  so  notify  the  applicant.  The 
applicant  has  two  months  from  the  mail  date  of  the  notice,  or 
such  time  as  is  set  in  the  notice,  within  which  to  correct  the 
informality.  Unless  the  notice  indicates  otherwise,  this  time 
period  may  be  extended  under  the  provisions  of  §  1.136 

83.  Section  §  1.741  is  amended  by  revising  its  heading,  the 
introductory  text  of  paragraph  (a)  and  paragraphs  (a)(5)  and  (b) 
to  read  as  follows: 

§  1.741  Complete  application  given  a  filing  date;  petition 
procedure. 

(a)  The  filing  date  of  an  apphcation  for  extension  of  a  patent 
term  is  the  date  on  which  a  complete  application  is  received  in 
the  OflBce  or  filed  pursuant  to  the  procedures  set  forth  in  §  1.8 
or  §  1.10.  A  complete  apphcation  must  include: 

***** 


(5)  Sufficient  information  to  enable  the  Commissioner  to 
determine  under  subsections  (a)  and  (b)  of  35  U.S.C.  156  the 
eligibihty  of  a  patent  for  extension,  and  the  rights  that  will  be 
derived  from  the  extension,  and  information  to  enable  the 
Commissioner  and  the  Secretary  of  Health  and  Human  Ser- 
vices or  the  Secretary  of  Agriculture  to  determine  the  length  of 
the  regulatory  review  period;  and 


(b)  If  an  application  for  extension  of  patent  term  is  incom- 
plete under  this  section,  the  Office  will  so  notify  the  applicant. 
If  applicant  requests  review  of  a  notice  that  an  application  is 
incomplete,  or  review  of  the  filing  date  accorded  an  appHcation 
under  this  section,  applicant  must  file  a  petition  pursuant  to  this 
paragraph  accompanied  by  the  fee  set  forth  in  §  1.17(h)  within 
two  months  of  the  mail  date  of  the  notice  that  the  application 
is  incomplete,  or  the  notice  according  the  fifing  date  com- 
plained of.  Unless  the  notice  indicates  otherwise,  this  time 
period  may  be  extended  under  the  provisions  of  §  1.136. 

84.  Section  1.760  is  revised  to  read  as  follows: 

§  1.760  Interim  extension  of  patent  term  under  35  U.S.C. 

156(e)(2). 

An  applicant  who  has  filed  a  formal  application  for  exten- 
sion in  compliance  with  §  1.740  may  request  one  or  more 
interim  extensions  for  periods  of  up  to  one  year  each  pending 
a  final  determination  on  the  application  pursuant  to  §  1.750. 
Any  such  request  should  be  filed  at  least  three  months  prior  to 
the  expiration  date  of  the  patent.  The  Commissioner  may  issue 
interim  extensions,  without  a  request  by  the  applicant,  for 
periods  of  up  to  one  year  each  until  a  final  determination  is 
made.  The  patent  owner  or  agent  will  be  notified  when  an 
interim  extension  is  granted  and  notice  of  the  extension  will  be 
pubhshed  in  the  Official  Gazette  of  the  United  States  Patent 
and  Trademark  Office.The  notice  will  be  recorded  in  the 
official  file  of  the  patent  and  will  be  considered  as  part  of  the 
original  patent.  In  no  event  will  the  interim  extensions  granted 
under  this  section  be  longer  than  the  maximum  period  for 
extension  to  which  the  applicant  would  be  ehgible. 

85.  Section  1.780  is  revised  to  read  as  follows: 

§  1.780  Certificate  or  order  of  extension  of  patent  term. 

If  a  determination  is  made  pursuant  to  §  1 .750  that  a  patent 
is  eligible  for  extension  and  that  the  term  of  the  patent  is  to  be 
extended,  a  certificate  of  extension,  under  seal,  or  an  order 
granting  interim  extension  under  35  U.S.C.  156(d)(5),  will  be 
issued  to  the  applicant  for  the  extension  of  the  patent  term. 
Such  certificate  or  order  will  be  recorded  in  the  official  file  of 
the  patent  and  will  be  considered  as  part  of  the  original 
patent. Notification  of  the  issuance  of  the  certificate  or  order  of 
extension  will  be  pubUshed  in  the  Official  Gazette  of  the 
United  States  Patent  and  Trademark  Office.  Notification  of  the 
issuance  of  the  order  granting  an  interim  extension  under  35 
U.S.C.  156(d)(5),  including  the  identity  of  the  product  cur- 
rently under  regulatory  review,  will  be  published  in  the  Official 
Gazette  of  the  United  States  Patent  and  Trademark  Office  and 
in  the  Federal  Register.  No  certificate  of,  or  order  granting,  an 
extension  will  be  issued  if  the  term  of  the  patent  cannot  be 
extended,  even  though  the  patent  is  otherwise  determined  to  be 
eligible  for  extension.  In  such  situations,  the  final  determina- 
tion made  pursuant  to  §  1.750  will  indicate  that  no  certificate 
or  order  will  issue. 

86.  Section  1.821  is  amended  by  revising  paragraphs  (c),  (e) 
and  (f)  to  read  as  follows: 

§  1.821  Nucleotide  and/or  amino  acid  sequence  disclosures 
in  patent  applications. 

(c)  Patent  applications  which  contain  disclosures  of  nucle- 
otide and/or  amino  acid  sequences  must  contain,  as  a  separate 
part  of  the  disclosure,  a  paper  or  compact  disc  copy  (see  § 
1.52(e))  disclosing  the  nucleotide  and/or  amino  acid  sequences 
and  associated  information  using  the  symbols  and  format  in 
accordance  with  the  requirements  of  §§  1.822  and  §  1.823. 
This  paper  or  compact  disc  copy  is  referred  to  elsewhere  in  this 
subpart  as  the  "Sequence  Listing."  Each  sequence  disclosed 
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must  appear  separately  in  the  "Sequence  Listing. "Each  se- 
quence set  forth  in  the  "Sequence  Listing"  must  be  assigned  a 
separate  sequence  identifier.  The  sequence  identifiers  must 
begin  with  1  and  increase  sequentially  by  integers.  If  no 
sequence  is  present  for  a  sequence  identifier,  the  code  "000" 
must  be  used  in  place  of  the  sequence.  The  response  for  the 
numeric  identifier  <160>  must  include  the  total  number  of 
SEQ  ID  NOs,  whether  followed  by  a  sequence  or  by  the  code 
"000." 

(e)  A  copy  of  the  "Sequence  Listing"  referred  to  in  para- 
graph (c)  of  this  section  must  also  be  submitted  in  computer 
readable  form  (CRF)  in  accordance  with  the  requirements  of  § 
1.824.  The  computer  readable  form  must  be  a  copy  of  the 
"Sequence  Listing"  and  may  not  be  retained  as  a  part  of  the 
patent  application  file.  If  the  computer  readable  form  of  a  new 
application  is  to  be  identical  with  the  computer  readable  form 
of  another  application  of  the  applicant  on  file  in  the  Office, 
reference  may  be  made  to  the  other  application  and  computer 
readable  form  in  lieu  of  filing  a  duplicate  computer  readable 
form  in  the  new  application  if  the  computer  readable  form  in 
the  other  application  was  compliant  with  all  of  the  require- 
ments of  this  subpart.  The  new  application  must  be  accompa- 
nied by  a  letter  making  such  reference  to  the  other  application 
and  computer  readable  form,  both  of  which  shall  be  completely 
identified.  In  the  new  appUcation,  applicant  must  also  request 
the  use  of  the  compliant  computer  readable  "Sequence  Listing" 
that  is  already  on  file  for  the  other  application  and  must  state 
that  the  paper  or  compact  disc  copy  of  the  "Sequence  Listing" 
in  the  new  application  is  identical  to  the  computer  readable 
copy  filed  for  the  other  application. 

(f)  In  addition  to  the  paper  or  compact  disc  copy  required  by 
paragraph  (c)  of  this  section  and  the  computer  readable  form 
required  by  paragraph  (e)  of  this  section,  a  statement  that  the 
"Sequence  Listing"  content  of  the  paper  or  compact  disc  copy 
and  the  computer  readable  copy  are  the  same  must  be 
submitted  with  the  computer  readable  form,  e^.,  a  statement 
that  "the  sequence  listing  information  recorded  in  computer 
readable  form  is  identical  to  the  written  (on  paper  or  compact 
disc)  sequence  listing." 

87.  Section  1.823  is  amended  by  revising  its  heading  and 
paragraph  (a)  to  read  as  follows: 

§  1.823  Requirements  for  nucleotide  and/or  amino  acid 
sequences  as  part  of  the  application. 

(a)(1)  If  the  "Sequence  Listing"  required  by  §  1.821(c)  is 
submitted  on  paper:  The  "Sequence  Listing,"  setting  forth  the 
nucleotide  and/or  amino  acid  sequence  and  associated  infor- 
mation in  accordance  with  paragraph  (b)  of  this  section,  must 
begin  on  a  new  page  and  must  be  titled  "Sequence  Listing." 
The  pages  of  the  "Sequence  Listing"  preferably  should  be 
numbered  independently  of  the  numbering  of  the  remainder  of 
the  application.  Each  page  of  the  "Sequence  Listing"  shall 
contain  no  more  than  66  lines  and  each  line  shall  contain  no 
more  than  72  characters.  A  fixed-width  font  should  be  used 
exclusively  throughout  the  "Sequence  Listing." 

(2)  If  the  "Sequence  Listing"  required  by  §  1.821(c)  is 
submitted  on  compact  disc:  The  "Sequence  Listing"  must  be 
submitted  on  a  compact  disc  in  compliance  with  §  1.52(e).The 
compact  disc  may  also  contain  table  information  if  the  appli- 
cation contains  table  information  that  may  be  submitted  on  a 
compact  disc  (§  1.52(e)(l)(iii)).  The  specification  must  contain 
an  incorporation-by-reference  of  the  Sequence  Listing  as 
required  by  §  1.52(e)(5).  The  presentation  of  the  "Sequence 
Listing"  and  other  materials  on  compact  disc  under  §  1.821(c) 
does  not  substitute  for  the  Computer  Readable  Form  that  must 
be  submitted  on  disk,  compact  disc,  or  tape  in  accordance  with 
1.824. 

88.  Section  1.824  is  revised  to  read  as  follows: 

§  1.824  Form  and  format  for  nucleotide  and/or  amino  acid 
sequence  submissions  in  computer  readable  form. 

(a)  The  computer  readable  form  required  by  §  1.821(e)  shall 
meet  the  following  requirements: 


(1)  The  computer  readable  form  shall  contain  a  single 
"Sequence  Listing"  as  either  a  diskette,  series  of  diskettes,  or 
other  permissible  media  outlined  in  paragraph  (c)  of  this 
section. 

(2)  The  "Sequence  Listing"  in  paragraph  (a)(1)  of  this 
section  shall  be  submitted  in  American  Standard  Code  for 
Information  Interchange  (ASCII)  text.  No  other  formats  shall 
be  allowed. 

(3)  The  computer  readable  form  may  be  created  by  any 
means,  such  as  wordprocessors,  nucleotide/amino  acid  se- 
quence editors'  or  other  custom  computer  programs;  however, 
it  shall  conform  to  all  requirements  detailed  in  this  section. 

(4)  File  compression  is  acceptable  when  using  diskette 
media,  so  long  as  thecompressed  file  is  in  a  self-extracting 
format  that  will  decompress  on  one  of  the  systems  described  in 
paragraph  (b)  of  this  section. 

(5)  Page  numbering  must  not  appear  within  the  computer 
readable  form  version  of  the  "Sequence  Listing"  file. 

(6)  All  computer  readable  forms  must  have  a  label  perma- 
nently affixed  thereto  on  which  has  been  hand-printed  or  typed: 
the  name  of  the  applicant,  the  title  of  the  invention,  the  date  on 
which  the  data  were  recorded  on  the  computer  readable  form, 
the  operating  system  used,  a  reference  number,  and  an  appli- 
cation number  and  filing  date,  if  known.  If  multiple  diskettes 
are  submitted,  the  diskette  labels  must  indicate  their  order  (e.g. 
"1  ofX"). 

(b)  Computer  readable  form  submissions  must  meet  these 
format  requirements: 

(1)  Computer  Compatibility:  IBM  PC/XT/AT  or  Apple 
Macintosh; 

(2)  Operating  System  Compatibility:  MS-DOS,  MS-Win- 
dows, Unix  or  Macintosh; 

(3)  Line  Terminator:  ASCII  Carriage  Return  plus  ASCII 
Line  Feed;  and 

(4)  Pagination:  Continuous  file  (no  "hard  page  break"  codes 
permitted). 

(c)  Computer  readable  form  files  submitted  may  be  in  any  of 
the  following  media: 

(1)  Diskette:  3.50  inch,  §  1.44  Mb  storage;  3.50  inch,  720 
Kb  storage;  5.25  inch,  1.2  Mb  storage;  5.25  inch,  360  Kb 
storage. 

(2)  Magnetic  tape:  0.5  inch,  up  to  24000  feet;  Density:  1600 
or  6250  bits  per  inch,  9  track;  Format:  Unix  tar  command; 
specify  blocking  factor  (not  "block  size");  Line  Terminator: 
ASCII  Carriage  Return  plus  ASCII  Line  Feed. 

(3)  8mm  Data  Cartridge:  Format:  Unix  tar  command; 
specify  blocking  factor  (not  "block  size");  Line  Terminator: 
ASCII  Carriage  Return  plus  ASCII  Line  Feed. 

(4)  Compact  disc:  Format:  ISO  9660  or  High  Sierra  Format. 

(5)  Magneto  Optical  Disk:  Size/Storage  Specifications:  5.25 
inch,  640  Mb. 

(d)  Computer  readable  forms  that  are  submitted  to  the  Office 
will  not  be  returned  to  the  applicant. 

89.  Section  1.825  is  amended  by  revising  paragraphs  (a)  and 
(b)  to  read  as  follows: 

§  1.825  Amendments  to  or  replacement  of  sequence  listing 
and  computer  readable  copy  thereof. 

(a)  Any  amendment  to  a  paper  copy  of  the  "Sequence 
Listing"  (§  1.821(c))  must  be  made  by  the  submission  of 
substitute  sheets  and  include  a  statement  that  the  substitute 
sheets  include  no  new  matter.  Any  amendment  to  a  compact 
disc  copy  of  the  "Sequence  Listing"  (§  1.821(c))  must  be  made 
by  the  submission  of  a  replacement  compact  disc  (2  copies)  in 
compliance  with  §  1.52(e).  Amendments  must  also  be  accom- 
panied by  a  statement  that  indicates  support  for  the  amendment 
in  the  application,  as  filed,  and  a  statement  that  the  replacement 
compact  disc  includes  no  new  matter. 

(b)  Any  amendment  to  the  paper  or  compact  disc  copy  of  the 
"Sequence  Listing,"  in  accordance  with  paragraph  (a)  of  this 
section,  must  be  accompanied  by  a  substitute  copy  ofthe 
computer  readable  form  (§  1.821(e))  including  all  previously 
submitted  data  with  the  amendment  incorporated  therein, 
accompanied  by  a  statement  that  the  copy  in  computer  read- 
able form  is  the  same  as  the  substitute  copy  of  the  "Sequence 
Listing." 
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PART  3  -  ASSIGNMENT,  RECORDING  AND  RIGHTS 
OF  ASSIGNEE 

90.The  authority  citation  for  37  CFR  Part  3  is  revised  to  read 
as  follows: 

Authority:  15  U.S.C.  1123;  35  U.S.C.  2(b)(2). 

91.  Section  3.27  is  revised  to  read  as  follows: 

§  3.27  Mailing  address  for  submitting  documents  to  be 
recorded. 

Documents  and  cover  sheets  to  be  recorded  should  be 
addressed  to  the  Commissioner,  United  States  Patent  and 
Trademark  Office.  Box  Assigrmient,  Washington,  D.C.  20231, 
unless  they  are  filed  together  with  new  applications  or  with  a 
request  under  §  3.81. 

92.  Section  3.71  is  revised  to  read  as  follows: 
§  3.71  Prosecution  by  assignee. 

(a)  Patents  -  Conducting  of  Prosecution.  One  or  more 
assignees  as  defined  in  paragraph  (b)  of  this  section  may,  after 
becoming  of  record  pursuant  to  paragraph  (c)  of  this  section, 
conduct  prosecution  of  a  national  patent  application  or  a 
reexamination  proceeding  to  the  exclusion  of  either  the  inven- 
tive entity,  or  the  assignee(s)  previously  entitled  to  conduct 
prosecution. 

(b)  Patents  -  Assignee(s)  who  can  prosecute.  The  assignee(s) 
who  may  conduct  either  the  prosecution  of  a  national  applica- 
tion for  patent  or  a  reexamination  proceeding  are: 

(1)  A  single  assignee.  An  assignee  of  the  entire  right,  title 
and  interest  in  the  application  or  patent  being  reexamined  who 
is  of  record,  or 

(2)  Partial  assignee(s)  together  or  with  inventor(s).  All 
partial  assignees,  or  all  partial  assignees  and  inventors  who 
have  not  assigned  their  right,  title  and  interest  in  the  applica- 
tion or  patent  being  reexamined,  who  together  own  the  entire 
right,  title  and  interest  in  the  application  or  patent  being 
reexamined.  A  partial  assignee  is  any  assignee  of  record  having 
less  than  the  entire  right,  title  and  interest  in  the  apphcation  or 
patent  being  reexamined. 

(c)  Patents  -  Becoming  of  record.  An  assignee  becomes  of 
record  either  in  a  national  patent  application  or  a  reexamina- 
tion proceeding  by  filing  a  statement  in  compliance  with  § 
3.73(b)  that  is  signed  by  a  party  who  is  authorized  to  act  on 
behalf  of  the  assignee. 

(d)  Trademarks.  The  assignee  of  a  trademark  application  or 
registration  may  prosecute  a  trademark  application,  submit 
documents  to  maintain  a  trademark  registration,  or  file  papers 
against  a  third  party  in  reliance  on  the  assignee's  trademark 
application  or  registration,  to  the  exclusion  of  the  original 
applicant  or  previous  assignee.  The  assignee  must  establish 
ownership  in  compliance  with  §  3.73(b). 

93.  Section  3.73  is  revised  to  read  as  follows: 

§  3.73  Estabiistiing  right  of  assignee  to  take  action. 

(a)  The  inventor  is  presumed  to  be  the  owner  of  a  patent 
application,  and  any  patent  that  may  issue  therefrom,  unless 
there  is  an  assignment.  The  original  applicant  is  presumed  to 
be  the  owner  of  a  trademark  application  or  registration,  unless 
there  is  an  assignment. 

(b)(1)  In  order  to  request  or  take  action  in  a  patent  or 
trademark  matter,  the  assignee  must  establish  its  ownership  of 
the  patent  or  trademark  property  of  paragraph  (a)  of  this 
section  to  the  satisfaction  of  the  Commissioner.  The  establish- 
ment of  ownership  by  the  assignee  may  be  combined  with  the 
paper  that  requests  or  takes  the  action.  Ownership  is  estab- 
lished by  submitting  to  the  Office  a  signed  statement  identify- 
ing the  assignee,  accompanied  by  either: 

(i)  Documentary  evidence  of  a  chain  of  title  from  the 
original  owner  to  the  assignee  (e.g.,  copy  of  an  executed 
assignment).  The  documents  submitted  to  establish  ownership 
may  be  required  to  be  recorded  pursuant  to  §  3.11  in  the 
assigrmient  records  of  the  Office  as  a  condition  to  permitting 
the  assignee  to  take  action  in  a  matter  pending  before  the 
Office;  or 


(ii)  A  statement  specifying  where  documentary  evidence  of 
a  chain  of  title  from  the  original  owner  to  the  assignee  is 
recorded  in  the  assignment  records  of  the  Office  (e.g.,  reel  and 
frame  number). 

(2)  The  submission  establishing  ownership  must  show  that 
the  person  signing  the  submission  is  a  person  authorized  to  act 
on  behalf  of  the  assignee  by: 

(i)  Including  a  statement  that  the  person  signing  the  submis- 
sion is  authorized  to  act  on  behalf  of  the  assignee;  or 

(ii)  Being  signed  by  a  person  having  apparent  authority  to 
sign  on  behalf  of  the  assignee,  e^,  an  officer  of  the  assignee. 

(c)  For  patent  matters  only: 

(1)  Establishment  of  ownership  by  the  assignee  must  be 
submitted  prior  to,  or  at  the  same  time  as,  the  paper  requesting 
or  taking  action  is  submitted. 

(2)  If  the  submission  under  this  section  is  by  an  assignee  of 
less  than  the  entire  right,  title  and  interest,  such  assignee  must 
indicate  the  extent  (by  percentage)  of  its  ownership  interest,  or 
the  Office  may  refuse  to  accept  the  submission  as  an  estabUsh- 
ment  of  ownership. 

94.  Section  3.81  is  revised  to  read  as  follows: 


§  3.81  Issue  of  patent  to  assignee. 


(a)  With  payment  of  the  issue  fee:  An  application  may  issue 
in  the  name(s)  of  the  assignee(s)  consistent  with  the  applica- 
tion's assignment  where  a  request  for  such  issuance  is  submit- 
ted with  payment  of  the  issue  fee,  provided  the  assignment  has 
been  previously  recorded  in  the  Office.  If  the  assigrmient  has 
not  been  previously  recorded,  the  request  should  be  accompa- 
nied by  the  assignment  and  either  a  direction  to  record  the 
assignment  in  the  Office  pursuant  to  §  3.28,  or  a  statement 
under  §  3.73(b). 

(b)  After  payment  of  the  issue  fee:  An  application  may  issue 
in  the  name(s)  of  the  assignee(s)  consistent  with  the  applica- 
tion's assignment  where  a  request  for  such  issuance  along  with 
the  processing  fee  set  forth  in  §  1.17(i)  of  this  chapter  is 
submitted  after  the  date  of  payment  of  the  issue  fee,  but  prior 
to  issuance  of  the  patent,  provided  the  assignment  has  been 
previously  recorded  in  the  Office.  If  the  assignment  has  not 
been  previously  recorded,  the  request  should  be  accompanied 
by  the  assignment  and  either  a  direction  to  record  the  assign- 
ment in  the  Office  pursuant  to  3.28,  or  a  statement  under  § 
3.73(b). 

(c)  Partial  assignees. 

(1)  If  one  or  more  assignee(s)  together  with  one  or  more 
inventor(s)  hold  the  entire  right,  title,  and  interest  in  the 
application,  the  patent  may  issue  in  the  names  of  the  assign- 
ee(s)  and  the  inventor(s). 

(2)  If  multiple  assignees  hold  the  entire  right,  title,  and 
interest  to  the  exclusion  of  all  the  inventors,  the  patent  may 
issue  in  the  names  of  the  multiple  assignees. 

PART  5  -  SECRECY  OF  CERTAIN  INVENTIONS  AND 
LICENSES  TO  EXPORT  AND  FILE  APPLICATIONS  IN 
FOREIGN  COUNTRIES 

95.  The  authority  citation  for  37  CFR  Part  5  is  revised  to  read 
as  follows: 

Authority:  35  U.S.C.  2(b)(2),  41,  181-188,  as  amended  by  the 
Patent  Law  Foreign  Filing  Amendments  Act  of  1988,  Pub.  L. 
100-418,  102  Stat.  1567;  the  Arms  Export  Control  Act,  as 
amended,  22  U.S.C.  2751  et  seq.;  the  Atomic  Energy  Act  of 
1954,  as  amended,  42  U.S.C.  2011  et  seq.;  and  the  Nuclear 
Non  Proliferation  Act  of  1978,  22  U.S.C.  3201  et  seq.;  and  the 
delegations  in  the  regulations  under  these  Acts  to  the  Commis- 
sioner (15  CFR  370.10(j),  22  CFR  125.04,  and  10  CFR  810.7). 

96.  Section  5.1  is  revised  to  read  as  follows; 

§  5.1  Applications  and  correspondence  involving  national 
security. 

(a)  All  correspondence  in  connection  with  this  part,  includ- 
ing petitions,  should  be  addressed  to  "Commissioner  for 
Patents  (Attention  Licensing  and  Review),  Washington,  D.C. 
20231." 

(b)  Application  as  used  in  this  part  includes  provisional 
applications  filed  under  35  U.S.C.  111(b)  (§  1.9(a)(2)  of  this 
chapter),  nonprovisional  applications  filed  under  35  U.S.C. 
111(a)  or  entering  the  national  stage  from  an  international 
application  after  compliance  with  35  U.S.C.  371  (§  1.9(a)(3)), 
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or  international  applications  filed  under  the  Patent  Cooperation 
Treaty  prior  to  entering  the  national  stage  of  processing  (§ 
1.9(b)). 

(c)  Patent  applications  and  documents  relating  thereto  that 
are  national  security  classified  (see  §  1 .9(i)  of  this  chapter)  and 
contain  authorized  national  security  markings  (e.g.,  "Confiden- 
tial," "Secret"  or  "Top  Secret")  are  accepted  by  the  Office. 
National  security  classified  documents  filed  in  the  Office  must 
be  either  hand-carried  to  Licensing  and  Review  or  mailed  to 
the  Office  in  compliance  with  paragraph  (a)  of  this  section. 

(d)  The  applicant  in  a  national  security  classified  patent 
application  must  obtain  a  secrecy  order  pursuant  to  §  5.2(a).  If 
a  national  security  classified  patent  application  is  filed  without 
a  notification  pursuant  to  §  5.2(a),  the  Office  will  set  a  time 
period  within  which  either  the  apphcation  must  be  declassified, 
or  the  application  must  be  placed  under  a  secrecy  order 
pursuant  to  §  5.2(a),  or  the  applicant  must  submit  evidence  of 
a  good  faith  effort  to  obtain  a  secrecy  order  pursuant  to  §  5.2(a) 
from  the  relevant  department  or  agency  in  order  to  prevent 
abandonment  of  the  application.  If  evidence  of  a  good  faith 
effort  to  obtain  a  secrecy  order  pursuant  to  §  5.2(a)  from  the 
relevant  department  or  agency  is  submitted  by  the  applicant 
within  the  time  period  set  by  the  Office,  but  the  application  has 
not  been  declassified  or  placed  under  a  secrecy  order  pursuant 
to  §  5.2(a),  the  Office  will  again  set  a  time  period  within  which 
either  the  application  must  be  declassified,  or  the  application 
must  be  placed  under  a  secrecy  order  pursuant  to  §  5.2(a),  or 
the  applicant  must  submit  evidence  of  a  good  faith  effort  to 
again  obtain  a  secrecy  order  pursuant  to  §  5.2(a)  from  the 
relevant  department  or  agency  in  order  to  prevent  abandon- 
ment of  the  application. 

(e)  A  national  security  classified  patent  application  will  not 
be  allowed  pursuant  to  §  1.311  of  this  chapter  until  the 
application  is  declassified  and  any  secrecy  order  pursuant  to  § 
5.2(a)  has  been  rescinded. 

(f)  Applications  on  inventions  made  outside  the  United 
States  and  on  inventions  in  which  a  U.S.  Government  defense 
agency  has  a  property  interest  will  not  be  made  available  to 
defense  agencies. 

97.  Section  5.2  is  amended  by  adding  a  new  paragraph  (c)  to 
read  as  follows: 

§  5.2  Secrecy  order. 


(c)  An  application  disclosing  any  significant  part  of  the 
subject  matter  of  an  application  under  a  secrecy  order  pursuant 
to  paragraph  (a)  of  this  section  also  falls  within  the  scope  of 
such  secrecy  order.  Any  such  application  that  is  pending  before 
the  Office  must  be  promptly  brought  to  the  attention  of 
Licensing  and  Review,  unless  such  application  is  itself  under  a 
secrecy  order  pursuant  to  paragraph  (a)  of  this  section.  Any 
subsequently  filed  application  containing  any  significant  part 
of  the  subject  matter  of  an  application  under  a  secrecy  order 
pursuant  to  paragraph  (a)  of  this  section  must  either  be 
hand-carried  to  Licensing  and  Review  or  mailed  to  the  Office 
in  compliance  with  §  5.1(a). 

98.  Section  5.12  is  amended  by  revising  paragraph  (b)  to  read 
as  follows: 


§  5.12  Petition  for  license. 


(b)  A  petition  for  license  must  include  the  fee  set  forth  in  § 
1.17(h)  of  this  chapter.  The  petitioner's  address,  and  full 
instructions  for  delivery  of  the  requested  license  when  it  is  to 
be  delivered  to  other  than  the  petitioner.  The  petition  should  be 
presented  in  letter  form. 

PART  10  -  REPRESENTATION  OF  OTHERS  BEFORE 
THE  UNITED  STATES  PATENT  AND  TRADEMARK 
OFFICE 

99.The  authority  citation  for  37  CFR  Part  10  is  revised  to  read 
as  follows: 

Authority:  5  U.S.C.  500,  15  U.S.C.  1123;  35  U.S.C.  2(b)(2), 
31,  32,  41. 


100.  Section  10.23  is  amended  by  revising  paragraph  (c)(ll)  to 
read  as  follows: 

§10.23  Misconduct. 


(c) 


*  *  * 


(11)  Except  as  permitted  by  §  1.52(c)  of  this  chapter, 
knowingly  filing  or  causing  to  be  filed  an  application  contain- 
ing any  material  alteration  made  in  the  application  papers  after 
the  signing  of  the  accompanying  oath  or  declaration  without 
identifying  the  alteration  at  the  time  of  filing  the  application 
papers. 


August  9,  2000 


Q.  TODD  DICKINSON 

Under  Secretary  of  Commerce  for 

Intellectual  Property  and  Director  of  the 

United  States  Patent  and  Trademark  Office 
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(153)  Department  of  Commerce 

Patent  and  Trademark  Office 

37  CFR  Parts  1,  3,  5,  7,  and  10 

[Docket  #:  960606163-7130-02] 

RIN  0651-AA80 


Changes  to  Patent  Practice  and  Procedure 

Agency:  Patent  and  Trademark  Office,  Commerce. 

Action:  Final  Rule. 

Summary:  The  Patent  and  Trademark  Office  (Office)  is 
amending  the  rules  of  practice  to  simplify  the  requirements  of 
the  rules,  rearrange  portions  of  the  rules  for  better  context,  and 
eliminate  unnecessary  rules  or  portions  thereof  as  part  of  a 
government-wide  effort  to  reduce  the  regulatory  burden  on  the 
American  public.  Exemplary  changes  include:  (1)  simphfica- 
tion  of  the  procedure  for  filing  continuation  and  divisional 
applications;  (2)  amendment  of  a  number  of  rules  to  permit  the 
filing  of  a  statement  that  errors  were  made  without  deceptive 
intent,  without  a  requirement  for  a  further  showing  of  facts  and 
circumstances;  and  (3)  elimination  of  the  requirement  that  the 
inventorship  be  named  in  an  application  on  the  day  of  its  filing, 
which  eliminates  the  need  for  certain  petitions  to  correct 
inventorship. 

EflFective  Date:  December  1,  1997. 

For  Further  Information  Contact:  Hiram  H.  Bernstein  or 
Robert  W.  Bahr,  Senior  Legal  Advisors,  by  telephone  at  (703) 
305-9285,  or  by  mail  addressed  to:  Box  Comments— Patents, 
Assistant  Commissioner  for  Patents,  Washington,  DC  20231 
marked  to  the  attention  of  Mr.  Bernstein  or  by  facsimile  to 
(703)  308-6916. 

Supplementary  Information:  This  rule  change  implements 
the  Administration's  program  of  reducing  the  regulatory  bur- 
den on  the  American  public  in  accordance  with  the  changes 
proposed  in  the  Notice  of  Proposed  Rulemaking  entitled  "1996 
Changes  to  Patent  Practice  and  Procedure"  (Notice  of  Pro- 
posed Rulemaking),  published  in  the  Federal  Register  at  61  PR 
49819  (September  23,  1996),  and  in  the  Official  Gazette  at 
1191  Off.  Gaz.  Pat.  Office  105  (October  22,  1996).  The  changes 
involve:  (1)  simplification  of  procedures  for  filing  continuation 
and  divisional  applications,  establishing  lack  of  deceptive 
intent  in  reissues,  petition  practice,  and  in  the  filing  of  papers 
correcting  improperly  requested  small  entity  status;  (2)  elimi- 
nation of  unnecessary  requirements,  such  as  certain  types  of 
petitions  to  correct  inventorship  under  §  1.48;  (3)  removal  of 
rules  and  portions  thereof  that  merely  represent  instructions  as 
to  the  internal  management  of  the  Office  more  appropriate  for 
inclusion  in  the  Manual  of  Patent  Examining  Procedure 
(MPEP);  (4)  rearrangement  of  portions  of  rules  to  improve 
their  context;  and  (5)  clarification  of  rules  to  aid  in  understand- 
ing of  the  requirements  that  they  set  forth. 
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Changes  to  proposed  rules:  This  Final  Rule  contains  a 
number  of  changes  to  the  text  of  the  rules  as  proposed  for 
comment.  The  significant  changes  (as  opposed  to  additional 
grammatical  corrections)  are  discussed  below.  Famiharity  with 
the  Notice  of  Proposed  Rulemaking  is  assumed. 

Discussion  of  Specific  Rules  and  Response  to  Comments: 

Forty-three  written  comments  were  received  in  response  to  the 
Notice  of  Proposed  Rulemaking.  The  written  comments  have 
been  analyzed.  For  contextual  purposes,  the  comment  on  a 
specific  rule  and  response  to  the  comment  are  provided  with 
the  discussion  of  the  specific  rule.  Comments  in  support  of 
proposed  rule  changes  generally  have  not  been  reported  in  the 
responses  to  comments  sections. 

Title  37  of  the  Code  of  Federal  Regulations,  Parts  1,  3,  5,  7, 
and  10  are  amended  as  follows: 

Part  1: 

Section  1.4:  Section  1.4,  paragraphs  (d)(1)  and  (2),  are 
amended  to  be  combined  into  §  1.4  paragraphs  (d)(l)(i)  and 
(d)(l)(ii).  Section  1.4(d)(l)(ii)  is  also  amended  to  include  the 
phrase  "direct  or  indirect  copy"  to  clarify  that  the  copy  of  the 
document(s)  constituting  the  correspondence  submitted  to  the 
Ofl&ce  may  be  a  copy  of  a  copy  (of  any  generation)  of  the 
original  document(s),  or  a  direct  copy  of  the  original  docu- 
ment(s). 

Section  1 .4(d)(2)  is  amended  to  provide  that  the  presentation  to 
the  Office  (whether  by  signing,  filing,  submitting,  or  later 
advocating)  of  any  paper  by  a  party,  whether  a  practitioner  or 
non-practitioner,  constitutes  a  certification  under  §  10.18(b), 
and  that  violations  of  §  10.18(b)(2)  may  subject  the  party  to 
sanctions  under  §  10. 18(c).  That  is,  by  presenting  a  paper  to  the 
Office,  the  party  is  making  the  certifications  set  forth  in  § 
10.18(b),  and  is  subject  to  sanctions  under  §  10.18(c)  for 
violations  of  §  10.18(b)(2),  regardless  of  whether  the  party  is 
a  practitioner  or  non-practitioner.  The  sentence  "ny  practitioner 
violating  §  10.18(b)  may  also  be  subject  to  disciplinary  action" 
clarifies  that  a  practitioner  may  be  subject  to  disciplinary 
action  in  Ueu  of  or  in  addition  to  sanctions  under  §  10.18(c)  for 
violations  of  §  10.18(b). 

Section  1 .4(d)(2)  is  amended  so  that  the  certifications  set  forth 
in  §  10.18(b)  are  automatically  made  upon  presenting  any 
paper  to  the  Office  by  the  party  presenting  the  paper.  The 
amendments  to  §  1.4(d)  and  §  1().18  support  the  amendments 
to  §§  1.6,  1.8,  1.10,  1.27,  1.28,  1.48,  1.52,  1.55,  1.69,  1.102, 
1.125,  1.137,  1.377,  1.378,  1.804,  1.805,  (§§  1.821  and  1.825 
will  be  reviewed  at  a  later  date  in  cormection  with  other 
matters),  3.26,  and  5.4  that  delete  the  requirement  for  verifi- 
cation (MPEP  602)  of  statements  of  facts  by  applicants  and 
other  parties  who  are  not  registered  to  practice  before  the 
Office.  The  absence  of  a  required  verification  has  been  a  source 
of  delay  in  the  prosecution  of  applications,  particularly  where 
such  absence  is  the  only  defect  noted.  The  change  to  §  1.4(d) 
and  §  10.18  automatically  incorporates  required  averments 
thereby  eUminating  the  necessity  for  a  separate  verification  for 
each  statement  of  facts  that  is  to  be  presented,  except  for  those 
instances  where  the  verification  requirement  is  retained.  Simi- 
larly, the  amendments  to  §  1.4(d)  and  §  10.18  support  an 
amendment  to  §1.97  (§§  1.637  and  1.673  will  be  reviewed  at 
a  later  date  in  connection  with  other  matters)  that  changes  the 
requirements  for  certifications  to  requirements  for  statements. 
This  change  in  practice  does  not  affect  the  separate  verification 
requirement  for  an  oath  or  declaration  under  §  1.63,  affidavits 
or  declarations  under  §§  1.130,  1.131,  and  1 . 1 32,  or  statements 
submitted  in  support  of  a  petition  under  §  5.25  for  a  retroactive 
license.  The  statements  in  §  1.494(e)  and  §  1.495(f)  that 
verification  of  translations  of  documents  filed  in  a  language 
other  than  English  may  be  required  is  also  maintained,  as  such 
requirements  are  made  rarely  and  only  when  deemed  necessary 
{e.g.,  when  persons  persist  in  translations  which  appear  on 
their  face  to  be  inaccurate).  The  requirements  for  certification 
of  service  on  parties  in  1.248,  1.510,  1.637  and  §  10.142  are 
also  maintained. 

Section  1 .4  is  also  amended  to  add  a  new  paragraph  (g)  related 
to  an  applicant  who  has  not  made  of  record  a  registered 
attorney  or  agent  being  required  to  state  whether  assistance 
was  received  in  the  preparation  or  prosecution  of  a  patent 
application.  This  is  transferred  from  §  1.33(b)  for  consistent 
contextual  purposes. 


Section  1.6:  Section  1.6(d)(3)  is  amended  to  provide  that 
continued  prosecution  applications  under  §  1.53(d)  may  be 
transmitted  to  the  Office  by  facsimile.  However,  the  procedures 
described  in  §  1.8  do  not  apply  to,  and  no  benefit  under  §  1.8 
will  be  given  to,  a  continued  prosecution  application  under  § 
1.53(d).  That  is,  an  apphcant  may  file  a  continued  prosecution 
application  by  facsimile  transmission,  but  the  filing  date 
accorded  such  continued  prosecution  application  will  be  the 
date  the  complete  transmission  of  the  continued  prosecution 
application  is  received  in  the  Office.  For  example,  a  continued 
prosecution  apphcation  transmitted  by  facsimile  from  Califor- 
nia at  10:30  pm  (Pacific  time)  on  November  18,  1997,  and 
received  in  the  Office  at  1:30  am  (Eastern  time)  on  November 
19,  1997,  will  be  accorded  a  filing  date  of  November  19,  1997. 
An  applicant  filing  a  continued  prosecution  application  by 
facsimile  transmission  bears  the  responsibility  of  transmit  ting 
such  application  in  a  manner  and  at  a  time  that  will  ensure  its 
complete  and  timely  (  §  1.53(d)(l)(ii))  receipt  in  the  Office. 

An  applicant  filing  an  application  under  §  1.53(d)  (a  continued 
prosecution  application)  by  facsimile  must  include  an  autho- 
rization to  charge  (at  least)  the  basic  filing  fee  to  a  deposit 
account,  or  the  application  must  be  treated  under  §  1.53(f)  as 
having  been  filed  without  the  basic  filing  fee  (as  fees  cannot 
otherwise  be  transmitted  by  facsimile).  To  avoid  paying  the 
late  filing  surcharge  under  §  1.16(e),  an  application  (including 
an  apphcation  under  §  1.53(d))  must  include  the  basic  filing  fee 
(§  1.16(e)).  As  such,  payment  of  the  basic  filing  fee  for  an 
application  under  §  1.53(d)  on  any  date  later  than  the  filing 
date  of  the  application  under  §  1.53(d)  (even  if  paid  within  the 
period  for  reply  to  the  last  action  in  the  prior  apphcation)  is 
ineffective  to  avoid  the  late  fifing  surcharge  under  §  1.16(e). 
Therefore,  unless  an  application  under  §  1.53(d)  filed  by 
facsimile  includes  an  authorization  to  charge  the  basic  filing 
fee  to  a  deposit  account,  the  applicant  will  be  given  a 
notification  requiring  payment  of  the  appropriate  filing  fee  (  § 
1.53(d)(3))  and  the  late  fifing  surcharge  under  §  1.16(e)  to 
avoid  abandoimient  of  the  §  1.53(d)  application. 

Section  1.6(d)(3)  is  also  amended  to  delete  the  reference  to  § 
1.8(a)(2)(ii)(D)  as  this  paragraph  was  deleted  in  the  Final  Rule 
entitled  "Communications  with  the  Patent  and  Trademark 
Office"  ("Communications  with  the  Office"),  published  in  the 
Federal  Register  at  61  FR56439,  56443  (November  1,  1996), 
and  in  the  Official  Gazette  at  1192  Off.  Gaz.  Pat.  Office  95 
(November  26,  1996). 

Section  1.6(d)(6)  is  amended  to  reflect  the  transfer  of  material 
from  §§  5.6,  5.7,  and  5.8  to  §§  5.1  through  5.5. 

Section  1.6(e)(2)  is  amended  to  remove  the  requirement  that 
the  statement  be  verified  in  accordance  with  the  change  to  § 
1.4(d)(2)  and  §  10.18. 

Section  1.6(f)  is  added  to  provide  for  the  situation  in  which  the 
Office  has  no  evidence  of  receipt  of  an  application  under  § 
1.53(d)  (a  continued  prosecution  apphcation)  transmitted  to  the 
Office  by  facsimile  transmission.  Section  1.6(f)  requires  that  a 
showing  thereunder  include,  inter  alia,  a  copy  of  the  sending 
unit's  report  confirming  transmission  of  the  application  under 
§  1.53(d)  or  evidence  that  came  into  being  after  the  complete 
transmission  of  the  application  under  §  1.53(d)  and  within  one 
business  day  of  the  complete  transmission  of  the  apphcation 
under  §  1.53(d).  Therefore,  applicants  are  advised  to  retain 
copies  of  the  sending  unit's  reports  in  situations  in  which  such 
unit  is  used  to  transmit  applications  under  §  1.53(d)  to  the 
Office  or  otherwise  maintain  a  log  book  of  the  transmission  of 
any  application  under  §  1.53(d)  to  the  Office.  See  also 
"Communications  with  the  Patent  and  Trademark  Office"  Final 
Rule. 

No  comments  were  received  regarding  the  proposed  change  to 
§  1.6. 

Section  1.8:  Section  1.8(a)(2)(i)(A)  is  amended  to  specifically 
refer  to  a  request  for  a  continued  prosecution  application  under 
§  1.53(d)  as  a  correspondence  filed  for  the  purposes  of 
obtaining  an  application  fifing  date,  which  is  excluded  by  § 
1.8(a)(2)(i)(A)  from  the  procedure  set  forth  in  §  1.8.  The 
purpose  of  this  amendment  is  to  render  it  clear  that,  notwith- 
standing that  a  continued  prosecution  application  under  § 
1.53(d)  may  be  filed  by  facsimile  transmission,  the  procedure 
set  forth  in  §  1.8  does  not  apply  to  a  request  for  a  continued 
prosecution  application  under  §  1.53(d)  (or  any  correspon- 
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dence  filed  for  the  purpose  of  obtaining  an  application  filing 
date).  That  is,  the  date  on  the  certificate  of  transmission  (§ 
1.8(a))  of  an  application  under  §  1.53(d)  is  not  controlling  (or 
even  relevant),  in  that  an  application  under  §  1.53(d)  (a 
continued  prosecution  application)  filed  by  facsimile  transmis- 
sion will  not  be  accorded  a  filing  date  as  of  the  date  on  the 
certificate  of  transmission  (§  1.8(a)),  unless  Office  records 
indicate,  or  applicant  otherwise  establishes  pursuant  to  §  1.6(f), 
receipt  in  the  Office  of  the  complete  application  under  § 
1.53(d)  on  the  date  on  the  certificate  of  transmission,  and  that 
date  is  not  a  Saturday,  Sunday,  or  Federal  holiday. 

Section  1.8(b)(3)  is  amended  to  remove  the  requirement  that 
the  statement  be  verified  in  accordance  with  the  change  to  § 
1.4(d)(2)  and  §  10.18. 

Section  1.9:  Section  1.9(d)  is  amended  to  define  a  small 
business  concern  as  used  in  37  CFR  Chapter  I  as  any  business 
concern  meeting  the  size  standards  set  forth  in  13  CFR  Part 
121  to  be  eligible  for  reduced  patent  fees.  The  regulations  of 
the  Small  Business  Administration  (SBA)  set  forth  the  size 
standards  of  a  business  concern  to  be  eligible  for  reduced 
patent  fees.  See  13  CFR  121.802.  Thus,  the  language  in  § 
1.9(d)  duplicating  such  size  standards  is  deleted  as  redundant, 
and  to  avoid  confusion  in  the  event  that  such  size  standards  are 
subsequently  changed  by  the  SBA.  The  MPEP  will  include 
SBA's  regulations  concerning  size  standards  for  a  business 
concern  to  be  eligible  for  reduced  patent  fees. 

Section  1.9(f)  is  amended  to  add  the  phrase  "eligible  for 
reduced  patent  fees"  to  clarify  that  a  small  entity  as  used  in  37 
CFR  Chapter  I  is  limited  to  an  independent  inventor,  a  small 
business  concern  or  a  non-profit  organization  that  is  eligible  for 
reduced  patent  fees  under  35  U.S.C.  41(h)(1). 

Section  1.10:  Sections  §  1.10(d)  and  (e)  are  amended  to 
remove  the  requirement  for  a  statement  that  is  verified. 

Comment  1:  One  comment  suggested  that  §  1.10  be  amended 
to  clearly  set  forth  the  controlling  date  for  correspondence  filed 
by  "Express  Mail"  under  §  1.10. 

Response:  Section  1.10  was  substantially  amended  in  the 
"Communications  with  the  Office"  Rule  Final  (discussed 
supra).  Section  1.10(a)  as  amended  in  the  aforementioned 
Final  Rule  provides  that:  (1)  correspondence  received  by  the 
Office  that  was  delivered  by  the  "Express  Mail  Post  Office  to 
Addressee"  service  of  the  United  States  Postal  Service  (USPS) 
under  §  1.10  will  be  considered  filed  in  the  Office  on  the  date 
of  deposit  with  the  USPS;  (2)  the  date  of  deposit  with  the 
USPS  is  shown  by  the  "date-in"  on  the  "Express  Mail"  mailing 
label  or  other  official  USPS  notation;  and  (3)  if  the  USPS 
deposit  date  cannot  be  determined,  the  correspondence  will  be 
accorded  the  Office  receipt  date  as  the  filing  date. 

Section  1.11:  Section  1.11(b)  is  amended  to  provide  that  the 
filing  of  a  continued  prosecution  application  under  §  1.53(d)  of 
a  reissue  application  will  not  be  announced  in  the  Official 
Gazette.  Although  the  filing  of  a  continued  prosecution  appli- 
cation of  a  reissue  application  constitutes  the  filing  of  a  reissue 
application,  the  announcement  of  the  filing  of  such  continued 
prosecution  application  would  be  redundant  in  view  of  the 
announcement  of  the  filing  of  the  prior  reissue  application  in 
the  Official  Gazette. 

Section  1.14:  Section  1.14(a)  is  amended  to:  (1)  clarify  the 
provisions  of  §  1.14(a);  (2)  provide  that  copies  of  an  applica- 
tion-as-filed may  be  provided  to  any  person  on  written  request 
accompanied  by  the  fee  set  forth  in  §  1.19(b),  without  notice  to 
the  applicant,  if  the  application  is  incorporated  by  reference  in 
a  U.S.  patent;  and  (3)  treat  applications  in  the  file  jacket  of  a 
pending  application  under  §  1.53(d)  as  pending  rather  than 
abandoned  in  determining  whether  copies  of,  and  access  to, 
such  applications  will  be  granted. 

Under  current  practice,  the  public  is  entitled  to  access  to  the 
original  disclosure  (or  application-as-filed)  of  an  application, 
when  the  appUcation  is  incorporated  by  reference  into  a  U.S. 
patent.  See  In  re  Gallo,  231  USPQ  496  (Comm'r  Pat.  1986). 
Section  1.14(a)(2)  is  added  to  avoid  the  need  for  a  petition 
under  §  1.14(e)  to  obtain  a  copy  of  the  original  disclosure  (or 
application-as-filed)  of  an  application  that  is  incorporated  by 
reference  into  a  U.S.  patent. 


Section  1.14  is  also  amended  to  add  a  paragraph  (f)  to 
recognize  the  change  to  §  1 .47(a)  and(b)  which  add  exceptions 
to  maintaining  pending  applications  in  confidence  by  provid- 
ing public  notice  to  nonsigning  inventors  of  the  filing  of  a 
patent  application. 

Comment  2:  One  comment  stated  that  the  change  from 
"applications  preserved  in  secrecy"  to  "apphcations  preserved 
in  confidence"  suggests  a  lower  level  of  security  for  the 
applications  permitting  greater  discovery  by  third  parties. 

Response:  The  term  "secrecy"  in  §  1.14  was  changed  to 
"confidence"  in  the  Final  Rule  entitled  "Miscellaneous 
Changes  in  Patent  Practice"  ("Miscellaneous  Changes  in 
Patent  Practice"),  pubhshed  in  the  Federal  Register  at  61  FR 
42790  (August  19.  1996),  and  in  the  Official  Gazette  at  1190 
Off.  Gaz.  Pat.  Office  67  (September  17,  1996).  This  change  did 
not  represent  a  change  in  practice,  but  merely  conformed  the 
language  of  §  1.14  to  that  of  35  U.S.C.  122  (the  term  "secrecy" 
is  a  term  of  art  in  regard  to  matters  of  national  security,  and  its 
former  use  in  §  1.14  was  inappropriate). 

Section  1.16:  Section  1.16  is  amended  to  add  new  paragraphs 
(m)  and  (n)  including  the  unassociated  text  following  para- 
graphs (d)  and  (1). 

No  comments  were  received  concerning  §  1.16. 

Section  1.17:  Section  1.17  (and  §  1.136(a))  adds  a  recitation  to 
an  extension  of  time  fee  payment  for  a  reply  filed  within  a  fifth 
month  after  a  nonstatutory  or  shortened  statutory  period  for 
reply  was  set. 

Section  1.17(a)  is  subdivided  into  paragraphs  (a)(1)  through 
(a)(5),  with  paragraphs  (a)(  1  )through  (a)(4)  setting  forth  the 
amounts  for  one-month  through  four- mo  nth  extension  fees. 
Section  1.17(a)(5)  provides  the  small  entity  and  other  than 
small  entity  amounts  for  the  new  fifth-month  extension  fee. 

Section  1.17(a)  is  being  amended  to  permit  a  petition  for  a 
fifth-month  extension  of  time.  As  the  Office  may  set  a 
shortened  statutory  period  for  reply  of  one-month  or  thirty 
days,  whichever  is  longer,  this  authority  for  a  petition  under  § 
1 . 1 36(a)  will  permit  an  applicant  to  extend  the  period  for  reply 
until  the  six-month  statutory  maximum  (35  U.S.C.  133) 
without  resorting  to  a  petition  under  §  1. 136(b),  or  to  extend  by 
five  months,  pursuant  to  §  1.136(a),  a  non-statutory  period  for 
taking  action  {e.g.,  the  time  period  in  §  1.192(a)  for  filing  an 
appeal  brief). 

Section  1.17  paragraphs  (e),  (f),  and  (g)  are  rewritten  as  §  1.17 
paragraphs  (b),  (c),  and  (d). 

Section  1.17(h)  is  amended  to  delete  references  to  petitions 
under  §  1.47,  §  1.48,  and  §  1.84.  Sections  §  1.47,  §  1.48,  and 
§  1.84(a)  and  (b)  are  amended  to  contain  a  reference  to  the 
petition  fee  set  forth  in  §  1.17(i),  rather  than  the  petition  fee  set 
forth  in  §  1.17(h). 

Section  1.17(i)  is  amended  to:  (1)  add  a  petition  under  §  1.41 
to  supply  the  name(s)  of  the  inventor(s)  after  the  filing  date 
without  an  oath  or  declaration  as  prescribed  by  §  1.63, 
excepting  provisional  applications;  (2)  add  a  petition  under  § 
1 .47  for  fifing  by  other  than  all  the  inventors  or  a  person  not  the 
inventor;  (3)  add  a  petition  under  §  1.48  for  correction  of 
inventorship,  except  in  provisional  apphcations;  (4)  add  a 
petition  under  §  1.59  for  expungement  and  return  of  informa- 
tion; (5)  delete  the  references  to  petitions  under  §  1.60  and  § 
1.62  in  view  of  the  deletion  of  §  1.60  and  §  1.62;  (6)  add  a 
petition  under  §  1.84  for  accepting  color  drawings  or  photo- 
graphs; and  (7)  add  a  petition  under  §  1.91  for  entry  of  a  model 
or  exhibit. 

Section  1.1 7(q)  is  amended  to  add  a  petition  under  §  1.41  to 
supply  the  name(s)  of  the  inventor(s)  after  the  filing  date 
without  a  cover  sheet  as  prescribed  by  §  1.51(c)(1)  in  a 
provisional  application. 

Section  1.17,  as  well  as  §  1.103,  §  1.112,  §  1.113,  §  1.133,  § 
1.134,  §  1.135,  §  1.136,  §  1.142,  §  1.144,  §  1.146,  §  1.191,  § 
1.192,  §  1.291,  §  1.294,  §  1.484,  §  1.485,  §  1.488,  §  1.494,  § 
1.495,  (§  1.530,  §  1.550,  §  1.560,  §  1.605,  §  1.617,  §  1.640, 
and  §  1.652  will  be  reviewed  at  a  later  date  in  connection  with 
other  matters),  §  1.770,  §  1.785,  (§  1.821  will  be  reviewed  at 
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a  later  date  in  connection  with  other  matters),  and  §  5.3  are  also 
amended  to  replace  the  phrases  "response"  and  "respond"  with 
the  phrase  "reply"  for  consistency  with  §  1.111. 

Comment  3:  One  comment  questioned  why  the  terms  "re- 
spond" and  "response"  in  the  rules  of  practice  were  being 
replaced  with  the  term  "reply." 

Response:  It  is  appropriate  to  use  a  single  term  ("reply") 
throughout  the  rules  of  practice,  to  the  extent  possible,  to  refer 
to  that  "reply"  by  an  applicant  to  an  Office  action  required  to 
avoid  abandonment  and  continue  prosecution. 

Comment  4:  At  least  one  comment  noted  that  there  is  no 
statutory  authority  under  35  U.S.C.  41(a)(8)(C)  for  the  $2,010 
amount  set  for  the  fifth  month  extension  of  time. 

Response:  While  the  Notice  of  Proposed  Rulemaking  proposed 
a  fifth  month  extension  fee  of  $2010,  a  Notice  of  Proposed 
Rulemaking  entitled  "Revision  of  Patent  and  Trademark  Fees 
for  Fiscal  Year  1998"  ("1998  Fee  Revision"),  published  in  the 
Federal  Register  at  62  FR  24865  (May  7,  1997),  and  in  the 
Official  Gazette  at  1198  Off.  Gaz.  Pat.  Office  97  (May  27, 
1997),  proposed  that  this  fee  be  set  at  $2060.  The  Office  is  now 
adopting  the  $2060  fifth  month  extension  fee  as  proposed  in 
the  "1998  Fee  Revision"  Notice  of  Proposed  Rulemaking. 

Under  35  U.S.C.  41(a)(8)(C)  (1991),  the  Commissioner  is 
authorized  to  charge  $340  for  any  third  or  subsequent  petition 
for  a  one-month  extension  of  time.  However,  under  35  U.S.C. 
41(f),  the  additional  fee  established  pursuant  to  35  U.S.C. 
41(a)(8)(C)  for  a  subsequent  petition  for  a  one-month  exten- 
sion of  time  has  been  increased  to  $560  {i.e.,  $560  is  the 
current  difference  (estabhshed  under  35  U.S.C.  41(a)(8)(C)) 
between  the  $1510  fee  for  a  four- month  extension  of  time  and 
the  $950  three-month  extension  of  time).  The  $1510  fee  for  a 
four-month  extension  of  time  plus  the  $560  fee  for  an 
additional  month  is  $2070  (this  differs  from  the  $2060  fee 
proposed  in  the  "1998  Fee  Revision"  Notice  of  Proposed 
Rulemaking  due  to  rounding).  Therefore,  the  Office  is  autho- 
rized under  35  U.S.C.  41(a)(8)  to  establish  a  fee  of  $2060  for 
a  five-month  extension  of  time. 

Section  1.21:  Section  1.21(1)  is  amended  for  consistency  with 
§  1.53,  and  §  1.21(n)  is  amended  to  change  the  reference  to  an 
improper  application  under  §  1.60  or  §  1.62  to  a  reference  to  an 
application  in  which  proceedings  are  terminated  pursuant  to  § 
1.53(e). 

No  comments  were  received  regarding  the  proposed  change  to 
1.21. 

Section  1.26:  Section  1.26(a)  is  amended  to  better  track  the 
statutory  language  of  35  U.S.C.  42(d)  and  to  add  back 
language  relating  to  refunds  of  fees  paid  that  were  not 
"required"  that  was  inadvertently  dropped  in  the  July  1,  1993, 
publication  of  title  37  CFR,  and  from  subsequent  publications. 

No  comments  were  received  regarding  the  proposed  change  to 
1.26. 

Section  1.27:  Section  1.27  paragraphs  (a)  through  (d)  are 
amended  to  remove  the  requirement  that  a  statement  filed 
thereunder  be  "verified,"  and  to  replace  "aver"  and  "averring" 
with  "state"  and  "stating."  See  comments  relating  to  §  1.4(d). 
Section  1.27(b)  is  also  amended  for  clarification  with  the 
movement  of  a  clause  relating  to  "any  verified  statement" 
within  a  sentence. 

No  comments  were  received  regarding  the  proposed  change  to 
1.27. 

Section  1.28:  Section  1.28(a)  is  amended  to  remove  the 
requirement  for  a  statement  that  is  "verified."  See  comments 
relating  to  §  1.4(d). 

Section  1.28(a)  is  also  amended  to  provide  that  a  new  small 
entity  statement  is  not  required  for  a  continuing  or  reissue 
application  where  small  entity  status  is  still  proper  and  reliance 
is  placed  on  a  reference  to  a  small  entity  statement  filed  in  a 
prior  application  or  patent  or  a  copy  thereof  is  supplied. 
Section  1.28(a)  is  further  amended  to  state  that  the  payment  of 
a  small  entity  basic  statutory  filing  fee  in  a  nonprovisional 
apphcation,  which  claims  benefit  under  35  U.S.C.  119(e),  120, 


121,  or  365(c)  of  a  prior  application  (including  a  continued 
prosecution  application)  or  in  a  reissue  application,  where  the 
prior  application  or  the  patent  has  small  entity  status,  will 
constitute  a  reference  in  the  continuing  or  reissue  application 
to  the  small  entity  statement  in  the  prior  application  or  in  the 
patent,  thereby  establishing  small  entity  status  in  such  a 
nonprovisional  application. 

Section  1.28(a)  is  also  amended  to  require  a  new  determination 
of  continued  entitlement  to  small  entity  status  for  continued 
prosecution  applications  filed  under  §  1.53(d)  and  to  clarify 
that  the  refiling  of  applications  as  continuations,  divisions  and 
continuation-in-part  applications  and  the  filing  of  reissue 
applications  also  require  a  new  determination  of  continued 
entitlement  to  small  entity  status  prior  to  reliance  on  small 
entity  status  in  a  prior  application  or  patent. 

Comment  5:  One  comment  asked  whether  the  change  to  §  1.28 
regarding  small  entity  requires  that  a  small  entity  statement  be 
filed  with  each  continuing  application. 

Response:  While  the  filing  of  a  continuing  application  requires 
a  new  determination  of  entitlement  to  small  entity  status,  § 
1.28(a)  continues  to  permit  reliance  on  a  small  entity  statement 
filed  in  a  prior  application  for  nonprovisional  continuing 
applications. 

Section  §  1.28(c)  is  amended  to  remove  the  requirement  for  a 
statement  of  facts  explaining  how  an  error  in  payment  of  a 
small  entity  fee(s)  occurred  in  good  faith  and  how  and  when 
the  error  was  discovered.  A  fee  deficiency  payment  under  § 
1.28(c)  must  include  the  difference  between  fee(s)  originally 
paid  as  a  small  entity  and  the  other  than  small  entity  fee(s)  in 
effect  at  the  time  of  payment  of  the  complete  fee  deficiency.  A 
fee  deficiency  payment  under  §  1.28(c)  will  be  treated  as  a 
representation  by  the  party  submitting  the  payment  that  small 
entity  status  was  established  in  good  faith  and  that  the  original 
payment  of  small  entity  fees  was  made  in  good  faith.  Any 
paper  submitted  under  §  1.28(c)  will  be  placed  in  the  appro- 
priate file  without  review  after  the  processing  of  any  check  or 
the  charging  of  any  feed  efficiency  payment  specifically 
authorized. 

Comment  6:  One  comment  suggested  that  §  1.28(c)  be 
amended  to  clarify  current  Office  practice  regarding  the 
acceptance  of  papers  under  §  1 .28(c)(2)  in  light  of  two  recent 
District  Court  decisions:  (1)  Haden  Schweitzer  Corp.  v.  Arthur 
B.  Myr  Industries,  Inc.,  901  FSupp.  1235,  36  USPQ2d  1020 
(E.D.  Mich.  1995);  and  (2)  DH  Technology,  Inc.  v.  Synergstex 
International,  Inc.,  937  F  Supp.  902,  40  USPQ2d  1754  (N.D. 
Cal.  1996). 

Response:  The  Office  is  also  aware  of  a  recent  District  Court 
decision  in  Jewish  Hospital  of  St.  Louis  v.  Idexx  Laboratories, 
951  F.  Supp  1,  42  USPQ2d  1720  (D.  Me.  1996),  that  relies  on 
§  1.28(c)(2)  exclusively.  The  changes  to  §  1.28(c)  are  not 
directed  to  the  issue  of  whether  §  1.28(c)(2)  must  be  viewed  as 
the  exclusive  remedy.  Nevertheless,  an  applicant  or  patentee 
can  avoid  undesirable  results  by  not  claiming  small  entity 
status  unless  it  is  absolutely  certain  that  the  applicant  or 
patentee  is  entitled  to  small  entity  status  {i.e.,  resolving  any 
doubt,uncertainty,  or  lack  of  information  in  favor  of  payment 
of  the  full  fee).  See  MPEP  509.03  ("Small  entity  status  must 
not  be  established  unless  the  person  or  persons  signing  the  .  . 
.  statement  can  unequivocally  make  the  required  self-certifi- 
cation" (emphasis  added)). 

Section  1.33:  Section  1.33  is  amended  to  no  longer  provide 
that  the  required  residence  and  post  office  address  of  the 
applicant  can  appear  elsewhere  than  in  the  oath  or  declaration 
under  §  1.63.  Section  1.63(a)(3)  is  amended  to  require  that  the 
post  office  address  as  well  as  the  residence  be  identified  therein 
and  not  elsewhere.  Permitting  the  residence  to  be  elsewhere  in 
the  application  other  than  the  oath  or  declaration,  as  was  in 
1.33(a),  would  be  inconsistent  with  unamended  §  1.63(c)  that 
states  that  the  residence  must  appear  in  the  oath  or  declaration. 
The  requirement  for  placement  of  the  post  office  address  is 
equivalent  to  the  requirement  for  the  residence  to  eliminate 
confusion  between  the  two,  which  often  are  the  same  destina- 
tion and  are  usually  provided  in  the  oath  or  declaration.  The 
reference  in  1 .33(a)  to  the  assignee  providing  a  correspondence 
address  has  been  moved  within  1.33(a)  for  clarification.  Other 
clarifying  language  includes  a  reference  to  1.34(b),  use  of  the 
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terms  "provided,"  "furnished"  rather  than  "notified,"  and 
"application"  rather  than  "case,"  and  deletion  of  the  expression 
"of  which  the  Office." 

The  former  language  of  1.33(b)  is  transferred  to  new  §  1.4(g). 
Section  1.33(b)  is  amended  to  set  forth  the  signature  require- 
ment for  papers  filed  in  an  application  (formerly  in  §  1.33(a)). 
Section  §  1.33(b)  is  specifically  amended  to  provide  that 
amendments  and  other  papers  filed  in  an  application  must  be 
signed  by:  (1)  an  attorney  or  agent  of  record  appointed  in 
compliance  with  §  1.34(b);  (2)  a  registered  attorney  or  agent 
not  of  record  who  acts  in  are  presentative  capacity  under  the 
provisions  of  §  1.34(a);  (3)  the  assignee  of  record  of  the  entire 
interest  (if  there  is  such);  (4)  an  assignee  of  record  of  an 
undivided  part  interest  (if  there  is  such),  so  long  as  the 
amendment  or  other  paper  is  also  signed  by  any  assignee(s)  of 
the  remaining  interest  and  any  applicant  retaining  an  interest; 
or  (5)  all  of  the  applicants,  including  applicants  under  §  1.42, 
§  1.43  and  §  1.47,  unless  there  is  an  assignee  of  record  of  the 
entire  interest  and  such  assignee  has  chosen  to  prosecute  the 
application  to  the  exclusion  of  the  appUcant(s),  and,  as  such, 
has  taken  action  in  the  application  in  accordance  with  §  3.71 
and  §  3.73.  This  is  not  a  change  in  practice,  but  simply  a 
clarification  of  current  signature  requirements. 

No  comments  were  received  regarding  the  proposed  change  to 
§  1.33. 

Section  1.41:  Section  1.41(a)  (and  §  1.53)  is  amended  to  no 
longer  require  that  a  patent  be  applied  for  in  the  name  of  the 
actual  inventors  for  an  application  for  patent  to  be  accorded  a 
filing  date.  The  requirement  for  use  of  full  names  is  moved  to 
§  1.63(a)  for  better  context.  Section  1.41(a)  is  specifically 
amended:  (1)  to  provide  that  a  patent  is  applied  for  in  the 
name(s)  of  the  actual  inventor(s);  (2)  to  add  paragraphs  (a)(1) 
and  (a)(2)  indicating  how  the  inventorship  is  set  forth  in  a 
nonprovisional  and  provisional  apphcation;  and  (3)  to  add 
paragraph  (a)(3)  indicating  the  need  for  an  identifier  consisting 
of  alphanumeric  characters  if  no  name  of  an  actual  inventor  is 
provided. 

Section  1.41(a)(1)  provides  that  the  inventorship  of  a  nonpro- 
visional application  is  that  inventorship  set  forth  in  the  oath  or 
declaration  as  prescribed  by  §  1.63,  except  as  provided  for  in 
§  1.53(d)(4)  and  §  1.63(d).  Section  1.41(a)(1)  also  provides 
that  if  an  oath  or  declaration  as  prescribed  by  §  1 .63  is  not  filed 
during  the  pendency  of  a  nonprovisional  application,  the 
inventorship  is  that  inventorship  set  forth  in  the  application 
papers  filed  pursuant  to  §  1.53(b),  unless  a  petition  under  this 
paragraph  accompanied  by  the  fee  set  forth  in  §  1.1 7(i)  is  filed 
supplying  the  name(s)  of  the  inventor(s). 

Section  1.41(a)(2)  provides  that  the  inventorship  of  a  provi- 
sional application  is  that  inventorship  set  forth  in  the  cover 
sheet  as  prescribed  by  §  1.51(c)(1).  Section  1.41(a)(2)  also 
provides  that  if  a  cover  sheet  as  prescribed  by  §  1.51(c)(1)  is 
not  filed  during  the  pendency  of  a  provisional  application,  the 
inventorship  is  that  inventorship  set  forth  in  the  application 
papers  filed  pursuant  to  §  1.53(c),  unless  a  petition  under  this 
paragraph  accompanied  by  the  fee  set  forth  in  §  1.1 7(q)  is  filed 
supplying  the  name(s)  of  the  inventor(s). 

35  U.S.C.  120  and  1.78(a)  require,  inter  alia,  that  an  applica- 
tion have  at  least  one  inventor  in  common  with  a  prior 
application  to  obtain  the  benefit  of  the  filing  date  of  such 
application.  Considering  the  executed  oath  or  declaration  (or 
cover  sheet  in  a  provisional  application)  the  sole  mechanism 
for  naming  the  inventor(s)  would  operate  as  a  trap  in  the  event 
that  an  application  were  abandoned  prior  to  the  filing  of  an 
oath  or  declaration  in  favor  of  a  continuing  application  (or  in 
the  event  that  a  cover  sheet  was  not  filed  in  a  provisional 
application).  To  avoid  this  result,  §  1.41  as  adopted  provides 
that  the  inventorship  is  that  inventorship  named  in  an  executed 
oath  or  declaration  under  §  1 .63  (or  in  the  cover  sheet  under  § 
1.51(c)(1)  in  a  provisional  application),  but  that  if  no  executed 
oath  or  declaration  under  §  1.63  (or  cover  sheet  under  § 
1.51(c)(1)  in  a  provisional  apphcation)  is  filed  during  the 
pendency  of  the  application,  the  inventorship  will  be  consid- 
ered to  be  the  inventor(s)  named  in  the  original  application 
papers. 

In  the  peculiar  situation  in  which  no  inventor  is  named  in  the 
original  application  papers  (or  the  correct  inventor(s)  are  not 
named  in  the  original  apphcation  papers),  and  no  executed  oath 


or  declaration  under  §  1.63  (or  cover  sheet  under  §  1.51(c)(1) 
in  a  provisional  application)  is  filed  during  the  pendency  of  the 
application,  it  will  be  necessary  for  the  applicant  to  file  a 
petition  under  §  1.41(a)  (and  appropriate  fee)  to  name  the 
inventor(s).  No  explanation  (other  than  that  the  paper  is 
supplying  or  changing  the  name(s)  of  the  inventor(s))  or 
showing  off  acts  concerning  the  inventorship  or  any  delay  in 
naming  the  inventorship  is  required  or  desired  in  a  petition 
under  §  1.41(a).  The  petition  fee  is  required  to  cover  (or  defray 
in  a  provisional  application)  the  costs  of  updating  the  Office's 
records  for  the  apphcation. 

Where  no  inventor(s)  is  named  on  filing,  the  Office  requests 
that  an  identifying  name  be  submitted  for  the  application.  The 
use  of  very  short  identifiers  should  be  avoided  to  prevent 
confusion.  Without  supplying  at  least  a  unique  identifying 
name  the  Office  may  have  no  ability  or  only  a  delayed  ability 
to  match  any  papers  submitted  after  fiUng  of  the  application 
and  before  issuance  of  an  identifying  application  number  with 
the  apphcation  file.  Any  identifier  used  that  is  not  an  inventor's 
name  should  be  specific,  alphanumeric  characters  of  reason- 
able length,  and  should  be  presented  in  such  a  manner  that  it  is 
clear  to  application  processing  personnel  what  the  identifier  is 
and  where  it  is  to  be  found.  It  is  strongly  suggested  that 
applications  filed  without  an  executed  oatfi  or  declaration 
under  §  1.63  or  §  1.175  include  the  name  of  the  person(s) 
beUeved  to  be  the  inventor  for  identification  purposes.  Failure 
to  apprise  the  Office  of  the  apphcation  identifier  being  used 
may  result  in  applicants  having  to  resubmit  papers  that  could 
not  be  matched  with  the  apphcation  and  proof  of  the  earher 
receipt  of  such  papers  where  submission  was  time  dependent. 

As  any  inventor(s)  named  in  the  original  apphcation  papers  is 
considered  to  be  the  inventor(s)  only  when  no  oath  or 
declaration  under  §  1.63  is  filed  in  a  nonprovisional  apphcation 
or  cover  sheet  under  §  1.51(c)(1)  filed  in  a  provisional 
apphcation,  the  recitation  of  the  inventorship  in  an  application 
submitted  under  §  1.53(b)  or  (d)  without  an  executed  oath  or 
declaration  or  cover  sheet,  respectively,  for  purposes  of  iden- 
tification may  be  changed  merely  by  the  later  submission  of  an 
oath  or  declaration  executed  by  a  different  inventive  entity 
without  recourse  to  a  petition  under  §  1.41  or  §  1.48. 

Comment  7:  One  comment  noted  that  when  an  application  is 
filed  only  an  alphanumeric  identifier  may  be  used,  which 
would  of  necessity  require  a  correction  of  inventorship,  and 
questioned  how  a  verified  statement  under  §  1.48(a)  could  be 
filed  as  there  would  be  no  person  to  sign  such  statement, 
whether  the  Office  will  require  that  the  name(s)  of  the 
inventor(s)  be  submitted  within  a  specified  period,  and  whether 
the  fihng  date  will  be  lost  if  the  name(s)  of  the  inventor(s)  is 
not  submitted  within  such  period. 

Response:  The  name(s)  of  the  inventor(s)  in  a  nonprovisional 
application  are  provided  in  the  oath  or  declaration  under  §  1.63 
(§  1.41(a)(2))  and  the  name(s)  of  the  inventor(s)  in  a  provi- 
sional application  are  provided  in  the  cover  sheet  (§ 
1.41(a)(3)).  Thus,  an  apphcation  filed  without  the  name(s)  of 
the  inventor(s)  must  also  have  been  filed  without  an  oath  or 
declaration  under  §  1.63  (nonprovisional)  or  cover  sheet 
(provisional). 

The  Office  will  set  a  time  period  in  a  nonprovisional  apphca- 
tion filed  without  an  oath  or  declaration  under  §  1.63  for  the 
filing  of  such  an  oath  or  declaration  (§  1.53(f)).  The  Office  will 
set  a  time  period  in  a  provisional  application  filed  without  a 
cover  sheet  for  the  filing  of  such  cover  sheet  (§  1.53(g)).  The 
subsequently  filed  oath  or  declaration  or  cover  sheet  will 
provide  the  name(s)  of  the  inventor(s).  No  petition  under  § 
1.48(a)  would  be  required  where  there  was  an  alphanumeric 
identifier  (and  not  a  name  of  a  person)  or  where  the  person(s) 
set  forth  as  the  inventor(s)  was  incorrect. 

In  the  event  that  an  oath  or  declaration  or  cover  sheet  is  not 
timely  filed,  the  application  will  become  abandoned  and  the 
inventorship  will  be  considered  to  be  the  inventor(s)  named  in 
the  original  application  papers.  The  failure  to  timely  file  an 
oath  or  declaration,  cover  sheet,  or  the  name(s)  of  the  inven- 
tor(s)  is  not  a  filing  date  issue. 

Comment  8:  One  comment  thought  that  the  proposed  change 
ehminating  the  need  to  identify  any  inventor  would  lead  to 
sloppy  filing  procedures  and  that  it  should  in  almost  all  cases 
be  possible  for  practitioners  to  correctly  identify  the  inventors 
at  the  time  of  filing. 
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Response:  Experience  has  demonstrated  that  a  significant 
number  of  applications  filed  under  §  1.53(b)  without  an 
executed  oath  or  declaration  have  been  filed  with  incorrect 
inventorships  with  explanations  running  from  "there  was  no 
time  to  investigate  the  inventorship"  to  "the  inventors  con- 
tacted either  did  not  understand  the  inventorship  requirements 
under  U.S.  patent  law  or  did  not  appreciate  that  the  claims  as 
filed  included  or  did  not  include  the  contribution  of  the  omitted 
or  erroneously  added  inventor."  Additionally,  Ofl&ce  experi- 
ence is  that  while  almost  all  §  1.48(a)  petitions  concerning 
such  matters  are  eventually  granted,  only  a  small  percentage 
are  granted  on  the  initial  petition  thereby  causing  a  prolonged 
prosecution  period,  which  is  undesirable  in  view  of  the 
amendment  to  35  U.S.C.  154  contained  in  the  Uruguay  Round 
Agreements  Act  (URAA),  Pub.  L.  103-465,  108  Stat.  4809 
(1994). 

Section  1.47:  Section  1.47  paragraphs  (a)  and  (b)  are  amended, 
pursuant  to  35  U.S.C.  116  and  35  U.S.C  118,  to  provide  for 
publication  in  the  Official  Gazette  of  a  notice  of  filing  for  all 
applications,  except  for  continued  prosecution  applications 
under  §  1.53(d),  submitted  under  this  section  rather  than  only 
when  notice  to  the  nonsigning  inventor(s)  is  returned  to  the 
OflBce  undelivered  or  when  the  address  of  the  nonsigning 
inventor(s)  is  unknown.  The  information  to  be  published,  after 
grant  of  the  §  1.47  petition,  will  include:  The  application 
number,  filing  date,  invention  title  and  name(s)  of  the  nonsign- 
ing inventor(s).  Letters  returned  as  undeliverable  are  difficult 
to  match  with  the  related  application  file,  and  when  matched 
with  the  file,  the  applications  are  burdensome  to  flag  as 
requiring  further  action  by  the  Office.  Accordingly,  the  return 
of  letters  is  not  a  desirable  means  of  triggering  publication  of 
a  notice  to  a  nonsigning  inventor  as  to  the  filing  of  the 
application.  Furthermore,  when  a  returned  letter  is  used  as  such 
a  trigger,  another  review  of  the  application  must  be  made  for 
returned  correspondence.  As  the  best  time  for  review  of 
returned  letters  is  after  allowance,  but  before  issuance,  of  an 
application,  processing  of  the  application  would  be  delayed 
and  done  at  a  time  that  could  be  best  used  for  printing  related 
processing  requirements.  Printing  of  notice  of  the  filing  of  all 
applications  wherein  §  1 .47  status  is  granted  does  not  require 
any  such  review  to  be  made.  In  order  to  best  balance  the 
obligation  of  providing  notice  to  inventors  and  efficient  pro- 
cessing of  applications,  notice  in  the  Official  Gazette  of  the 
filing  of  §  1 .47  applications  will  be  prepared  essentially  at  the 
same  time  that  the  letter  notice  is  directly  sent  to  the  nonsign- 
ing inventor. 

Paragraphs  (a)  and  (b)  of  this  section  are  also  amended  to 
exclude  the  filing  of  continued  prosecution  applications  under 
§  1.53(d)  from  the  notice  requirement. 

Section  1.47  is  also  amended  for  clarification  purposes.  A 
reference  to  an  "omitted  inventor"  in  §  1.47(a)  is  replaced  with 
"nonsigning  inventor."  The  statements  in  §  1.47  paragraphs 
(a)and  (b)  that  a  patent  will  be  granted  upon  a  satisfactory 
showing  to  the  Commissioner  are  deleted  as  unnecessary. 
Section  1.47(b)  is  amended  to  clarify  that  it  applies  only  where 
none  of  the  inventors  are  willing  or  can  be  found  to  sign  the 
oath  or  declaration  by  substitution  of  "an  inventor"  by  "all  the 
inventors."  The  use  of  "must  state"  in  regard  to  the  last  known 
address  is  deleted  as  redundant  in  view  of  the  explicit 
requirement  for  such  address  in  the  rule.  The  sentence  in  § 
1.47(b)  referring  to  the  fifing  of  the  assignment,  written 
agreement  to  assign  or  other  evidence  of  proprietary  interest  is 
deleted  as  redundant  in  view  of  the  requirement  appearing 
earlier  in  §  1.47(b)  calling  for  "proof  of  pertinent  facts." 

Comment  9:  One  comment  believed  that  the  amendment  to  § 
1 .47(b)  results  in  a  change  in  practice  permitting  an  assignee  to 
proceed  thereunder  only  where  all  the  inventors  refuse  to  sign, 
and  that  the  assignee  should  not  be  precluded  from  making  the 
required  declaration  where  only  one  inventor  refuses  to  coop- 
erate as  the  other  inventors  may  not  have  personal  knowledge 
of  the  facts. 


Response:  While  the  specific  language  of  §  1 .47(b)  is  amended 
to  recite  the  condition  that  "all  the  inventors  refuse  to  execute 
an  application"  the  prior  use  of  the  term  "inventor"  was 
intended  to  mean  and  was  interpreted  as  meaning  all  inventors. 
See  MPEP  409.03(b).  Accordingly,  the  language  clarification  is 
not  a  change  in  practice. 


Although  it  is  unclear  as  to  what  particular  "facts"  the 
comment  is  addressed  to  that  the  other  inventors  would  not 
have  personal  knowledge  of,  facts  as  to  the  inventorship  of  the 
noncooperating  inventor  would  better  lie  with  the  other  inven- 
tors who  are  after  all  required  to  be  joint  inventors,  35  U.S.C. 
116,  and  therefore  the  other  inventors  should  have  the  best 
knowledge  of  the  facts  required  for  a  declaration  under  §  1.63. 
Any  declaration  of  facts,  in  support  of  the  petition,  to  show, 
e.g.,  that  an  inventor  has  refused  to  sign  a  declaration  after 
having  been  given  an  opportunity  to  do  so,  should  be  made  by 
someone  with  first-hand  knowledge  of  the  events,  such  as  the 
attorney  who  presented  the  inventor  with  the  application 
papers. 

Section  1.48:  Section  1.48  provides  for  correction  of  inventor- 
ship in  an  application  (other  than  a  reissue  application). 
Section  §  1.324  provides  for  correction  of  inventorship  in  a 
patent.  Sections  §  1.171  and  §  1.175  provide  for  correction  of 
inventorship  in  a  patent  via  a  reissue  application. 

Section  1.48  is  amended  in  its  title  to  clarify  that  the  section 
concerns  patent  applications,  other  than  reissue  apphcations, 
and  not  patents.  Where  a  patent  names  an  incorrect  inventive 
entity,  the  inventorship  error  may  be  corrected  by  reissue.  See 
MPEP  1402.  Where  a  reissue  application  names  an  incorrect 
inventive  entity  in  the  executed  reissue  oath  or  declaration 
(whether  the  reissue  application  is  filed  for  the  sole  purpose  or 
in-part  to  correct  the  inventorship,  or  is  filed  for  purposes  other 
than  correction  of  the  inventorship),  a  new  reissue  oath  or 
declaration  in  compUance  with  §  1.175  may  be  submitted  with 
the  correct  inventorship  without  a  petition  under  §  1.48.  This  is 
because  it  is  the  inventorship  of  the  patent  being  reissued  that 
is  being  corrected  (via  a  reissue  application). 

35  U.S.C.  251,  \  3,  provides  that  the  provisions  of  title  35, 
U.S.C,  relating  to  applications  apply  to  reissue  applications. 
35  U.S.C.  116,  ^  3,  authorizes  the  Commissioner  to  permit 
correction  of  inventorship  in  an  application  under  such  terms 
as  the  Commissioner  prescribes.  The  Commissioner  has  deter- 
mined that  correction  of  inventorship  in  a  reissue  application 
may  be  accompUshed  under  35  U.S.C!;.  251  via  the  reissue  oath 
or  declaration,  without  resort  to  a  petition  under  §  1.48. 
Therefore,  §  1.48  has  been  amended  to  specifically  exclude  its 
applicability  to  correction  of  inventorship  in  a  reissue  applica- 
tion. 

Section  1 .48(a)  will  not  require  correction  of  the  inventorship 
if  the  inventorship  or  other  identification  under  §  1.41  was  set 
forth  in  error  on  filing  of  the  appHcation.  Section  1.48(a)  is 
amended  to  apply  only  to  correction  of  inventor  or  inventors, 
in  applications,  other  than  reissue  apphcations,  from  that 
named  in  an  originally  filed  executed  oath  or  declaration 
andnot  to  the  naming  of  inventors  or  others  for  identification 
purposes  under  §  1.41.  The  statement  to  be  submitted  will  be 
required  only  from  the  person  named  in  error  as  an  inventor  or 
from  the  person  who  through  error  was  not  named  as  an 
inventor  rather  than  from  all  the  original  named  inventors  so  as 
to  comply  with  35  U.S.C.  116.  The  requirement  that  any 
amendment  of  the  inventorship  under  §  1 .48(a)  be  "diligently" 
made  has  been  removed.  The  applicability  of  a  rejection  under 
35  U.S.C.  102(f)  or  (g)  against  an  appfication  with  the  wrong 
inventorship  set  forth  therein  and  any  patent  that  would  issue 
thereon  is  a  sufficient  motivation  for  prompt  correction  of  the 
inventorship  without  the  need  for  a  separate  requirement  for 
diligence. 

Comment  10:  Two  comments  expressed  opposition  to  deletion 
of  the  diligence  requirement  in  §  1 .48  paragraphs  (a)  through 
(c)  in  that  removal  thereof  would  seem  to  promote  delay  in 
correction  of  the  inventorship  and  decrease  the  importance  of 
having  the  correct  inventorship. 

Response:  In  addition  to  the  motivation  noted  in  the  explana- 
tion of  the  rules  for  not  allowing  a  patent  to  issue  with 
improper  inventorship,  the  criteria  for  correction  of  the  inven- 
torship becomes  more  restrictive  subsequent  to  issuance  under 
§  1.324  (having  a  statutory  basis  under  35  U.S.C.  256)  than 
under  §  1.48(a)  (having  a  statutory  basis  under  35  U.S.C.  116). 
35  U.S.C.  256  requires  participation  by  all  the  parties  including 
each  original  named  inventor,  which  participation  may  be 
harder  to  obtain  after  the  patent  has  issued.  Petitions  under  § 
1.48(a)  filed  earlier  while  the  application  is  pending  may  seek 
waiver  under  §  1.183  of  participation  of  some  of  the  parties 
needed  to  participate.  Additionally,  petitions  under  §  1.48  in 
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pending  applications  are  not  entered  as  a  matter  of  right  in 
rejected  (the  criteria  of  §  1.116  applies)  or  allowed  (the  criteria 
of  §  1.312  applies)  apphcations.  See  §  1.48(a)  and  MPEP 
201.03. 

A  clarifying  reference  to  §  1.634  is  added  in  §  1.48(a)  for 
instances  when  inventorship  correction  is  necessary  during  an 
interference  and  has  been  moved  from  §  1.48(a)(4)  for  im- 
proved contextual  purposes. 

The  §  1.48(a)(1)  statement  requires  a  statement  only  as  to  the 
lack  of  deceptive  intent  rather  than  a  statement  of  facts  to 
establish  how  the  inventorship  error  was  discovered  and  how  it 
occurred,  since  the  latter  requirement  is  deleted.  Additionally, 
the  persons  from  whom  a  statement  is  required  now  includes 
any  person  who  through  error  was  not  named  as  an  inventor 
but  limits  statements  from  the  original  named  inventors  to  only 
those  persons  named  in  error  as  inventors  rather  than  all 
persons  originally  named  as  inventors  including  those  cor- 
rectly named.  The  paragraph  is  amended  to  remove  the 
requirement  that  the  statement  be  verified  in  accordance  with 
the  change  to  §  1.4(d)(2)  and  §  10.18. 

Comment  1 1 :  One  comment  opposed  the  removal  of  the  Ofi&ce 
from  examining  the  issue  of  inventorship  as  substantive  law 
invalidates  patents  that  have  issued  in  the  names  of  incorrect 
inventors  and  the  Office  is  charged  with  the  duty  of  examining 
applications  for  the  purpose  of  denying  issue  to  those  applica- 
tions that  do  not  meet  the  standards  of  patentability.  Where  an 
oath  has  originally  been  filed  asserting  the  proper  inventor  is 
one  entity  and  a  subsequent  paper  asserts  that  the  proper 
inventor  is  another,  under  such  circumstances  "the  facts  are 
inherently  suspect"  and  an  investigation  by  the  Office  is 
warranted  and  required  by  statute. 

Response:  The  amendments  to  §  1 .48  have  otherwise  received 
overwhelming  support. 

The  Office  has  pursued  the  existence  of  improper  inventorship 
in  applications  by  rejection  under  35  U.S.C.  102(f)  or  (g)  and 
will  continue  to  do  so  independent  of  the  change  in  the  verified 
statement  requirements  under  §  1.48  paragraphs  (a)  or  (c).  A 
request  to  change  inventorship,  however,  often  requested  by 
the  current  inventors  or  assignee  on  their  own  initiative  is  not 
seen  to  be  inherently  fraught  with  deceptive  intent  as  to 
warrant  a  close  and  detailed  examination  absent  more.  A 
statement  that  the  error  was  made  without  deceptive  intent  is 
seen  to  be  a  sufficient  investigation  complying  with  the 
statutory  requirement  under  35  U.S.C.  116,  particularly  as 
most  petitions  are  eventually  granted  or  an  application  can  be 
refiled  naming  the  new  desired  inventive  entity.  Refiling  of  the 
application  to  change  the  inventorship  will  not  cause  the 
Office,  absent  more,  to  initiate  an  investigation  as  to  the  correct 
inventorship  or  cause  a  rejection  under  35  U.S.C.  102(f)  or  (g) 
to  be  made.  Additionally,  it  should  be  noted  that  the  Office 
views  a  petition  under  §  1 .48  to  be  a  procedural  matter  and  not 
to  represent  a  substantive  determination  as  to  the  actual 
inventorship.  See  MPEP  201.03,  Verified  Statement  of  Facts. 

For  those  situations  where  there  was  deceptive  intent,  the 
Office  is  lacking  certain  necessary  tools  for  a  thorough  inquiry 
{e.g.,  subpoena  authority)  to  ascertain  the  truth  thereof  (as  in 
other  situations  under  §  1.28  and  §  1.56).  However,  the  inquiry 
cannot  be  waived  by  the  Office  due  to  the  statutory  requirement 
under  35  U.S.C.  116.  There  is  no  other  reasonable  course  of 
action  than  to  accept  as  an  explanation  for  the  execution  of  a 
§  1.63  oath  or  declaration  setting  forth  an  erroneous  inventive 
entity  that  the  inventor  did  not  remember  the  contribution  of 
the  omitted  inventor  at  the  time  the  oath  or  declaration  was 
executed  (absent  subpoena  power  and  inter  parties  hearings), 
and  therefore  further  inquiries  into  the  matter  other  than  a 
statement  of  lack  of  deceptive  intent  are  a  waste  of  Office 
resources. 

Comment  12:  One  comment  suggested  that  in  limiting  the 
submission  of  a  verified  statement  of  facts  to  only  the  parties 
being  added  or  deleted  as  inventors,  agreement  of  the  original 
named  inventors  should  also  be  obtained  as  is  currently  done 
when  verified  statements  of  facts  from  all  the  original  named 
inventors  are  required. 

Response:  Agreement  or  acquiescence  of  the  original  named 
inventors,  to  the  extent  that  they  remain  as  inventors,  to  the 
new  inventorship  will  be  obtained  through  the  retained  require- 


ment that  the  actual  inventive  entity  complete  a  new  oath  or 
declaration  under  §  1.63,  which  must  set  forth  the  new 
inventive  entity.  Additionally,  through  the  rule  changes  to  this 
section  and  §  1.28  and  §  1.175  the  Office  is  decreasing  its 
investigation  of  claims  relating  to  a  lack  of  deceptive  intent. 
The  remaining  purpose  of  these  rules  is  to  force  the  apph- 
cant(s)  to  merely  make  an  assertion  as  to  a  lack  of  deceptive 
intent  thereby  permitting  subsequent  reviewers  (tribunals  or 
otherwise)  to  determine,  in  light  of  all  the  available  facts, 
whether  the  apphcant(s)  complied  with  the  statute. 

Section  1.48(a)(2)  is  amended  for  clarification  purposes  to 
indicate  the  availability  of  §  1.42,  §  1.43  or  §  1.47  in  meeting 
the  requirement  for  an  executed  oath  or  declaration  under  § 
1.63  from  each  actual  inventor.  Section  1.47  is  only  applicable 
to  the  person  to  be  added  as  an  inventor  (inventors  named  in  an 
application  transmittal  letter  can  be  deleted  without  petition). 
For  those  persons  already  having  submitted  an  executed  oath 
or  declaration  under  §  1.63,  apetition  under  §  1.183,  requesting 
waiver  of  reexecution  of  an  oath  or  declaration,  may  be  an 
appropriate  remedy.  The  requirement  for  an  oath  or  declaration 
is  maintained  in  §  1.48(a)  notwithstanding  its  replacement  in  § 
1.324  for  issued  patents  by  a  statement  of  agreement  or  lack  of 
disagreement  with  the  requested  change  in  view  of  the  need  to 
satisfy  the  duty  of  disclosure  requirement  in  a  pending  appU- 
cation  that  is  set  forth  in  a  §  1.63  oath  or  declaration. 

Section  1.48(a)(4)  is  amended  to  include  a  citation  to  §  3.73(b) 
to  clarify  the  requirements  for  submitting  a  written  consent  of 
assignee,  which  is  subject  to  the  requirement  under  § 
3. 73(b), and  to  delete  the  reference  to  an  application  involved 
in  an  interference,  which  is  being  moved  to  §  1.48(a).  Section 
1 .48(a)(4)  is  also  amended  to  claurify  that  the  assignee  required 
to  submit  its  written  consent  is  only  the  existing  assignee  of  the 
original  named  inventors  at  the  time  the  petition  is  filed  and  not 
any  party  that  would  become  an  assignee  based  on  the  grant  of 
the  inventorship  correction. 

Section  1 .48(b)  is  also  amended  to  remove  the  requirement  that 
a  petition  thereunder  be  diligently  filed.  The  applicability  of  a 
rejection  under  35  U.S.C.  102(f)  or  (g)  against  an  application 
with  the  wrong  inventorship  set  forth  therein  and  any  patent 
that  would  issue  thereon  is  sufficient  motivation  for  prompt 
correction  of  the  inventorship  without  the  need  for  a  separate 
requirement  for  diUgence. 

Section  1.48(b)  is  amended  to  have  a  clarifying  reference  to  § 
1.634  added  for  instances  when  inventorship  correction  is 
necessary  during  an  interference. 

Comment  13:  A  comment  noted  that  the  literal  wording  of  § 
1.48(b)  permits  correction  thereunder  only  where  the  correct 
inventors  were  named  on  filing  thereby  excluding  correction 
under  §  1 .48(b)  where  an  incorrect  inventorship  was  named  on 
filing  that  was  subsequently  corrected  under  §  1.48(a)  and, 
subsequent  to  the  correction  prosecution  of  the  application, 
required  additional  correction  under  §  1.48(b). 

Response:  The  comment  is  accepted  and  §  1.48(b)  has  been 
modified  to  delete  "when  filed"  after  "nonprovisional  applica- 
tion" for  clarification  purposes.  Additionally,  the  term  "origi- 
nally" in  the  first  sentence  of  paragraph  (b)  has  been  replaced 
with  "currently." 

Section  1.48(c)  is  amended  so  that  a  petition  thereunder  no 
longer  needs  to  meet  the  current  requirements  of  §  1.48(a), 
which  are  also  changed.  A  statement  from  each  inventor  being 
added  that  the  inventorship  amendment  is  necessitated  by 
amendment  of  the  claims  and  that  the  error  occurred  without 
deceptive  intent  is  required  under  §  1.48(c)(1)  rather  than  the 
previous  requirement  of  a  statement  from  each  original  named 
inventor.  The  previous  requirements  under  §  1.48(a)  for  an 
oath  or  declaration,  the  written  consent  of  an  assignee  and  the 
written  consent  of  any  assignee  are  retained,  but  are  now 
separately  set  forth  in  §  1.48  paragraphs  (c)(2)  through  (c)(4). 
The  particular  circumstances  of  a  petition  under  this  paragraph, 
adding  an  inventor  due  to  an  amendment  of  the  claims  that 
incorporates  material  attributable  to  the  inventor  to  be  added, 
is  seen  to  be  indicative  of  a  lack  of  deceptive  intent  in  the 
original  naming  of  inventors.  Accordingly,  all  that  must  be 
averred  to  is  that  an  amendment  of  the  claims  has  necessitated 
correction  of  the  inventorship  and  that  the  inventorship  error 
existing  in  view  of  the  claim  amendment  occurred  without 
deceptive  intent.  The  previous  requirement  for  diligence  in 
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filing  the  petition  based  on  an  amendment  to  the  claims  is  not 
retained  as  applicants  have  the  right,  prior  to  final  rejection  or 
allowance,  to  determine  when  particular  subject  matter  is  to  be 
claimed.  Apphcants  should  note  that  any  petition  under  §  1 .48 
submitted  after  allowance  is  subject  to  the  requirements  of  § 
1.312,  and  a  petition  submitted  after  final  rejection  is  not 
entered  as  a  matter  of  right. 

Section  1.48(c)(2)  is  amended  to  clarify  the  availability  of  § 
1.42,  §  1.43  and  §  1.47  in  meeting  the  requirement  for  an 
executed  oath  or  declaration  under  §  1.63.  Section  1.47  is  only 
applicable  to  the  person  to  be  added  as  an  inventor.  For  those 
persons  already  having  an  executed  oath  or  declaration  under 
§  1.63,  a  petition  under  §  1.183.  requesting  waiver  of  reexecu- 
tion  of  an  oath  or  declaration,  may  be  an  appropriate  remedy. 

Section  1.48(c)(4)  is  amended  to  clarify  that  the  assignee 
required  to  submit  its  written  consent  is  only  the  existing 
assignee  of  the  original  named  inventors  at  the  time  the 
petition  is  filed  and  not  any  party  that  would  become  an 
assignee  based  on  the  grant  of  the  inventorship  correction.  A 
citation  to  §  3.73(b)  is  presented. 

Section  1.48(d)  is  amended  by  addition  of  "their  part"  to 
replace  "the  part  of  the  actual  inventor  or  inventors"  and  of 
"omitted"  to  replace  "actual"  to  require  statements  from  the 
inventors  to  be  added  rather  than  from  all  the  actual  inventors 
so  as  to  comply  with  35  U.S.C.116. 

Section  1.48(d)(1)  is  also  clarified  to  specify  that  the  error  to  be 
addressed  is  the  inventorship  error.  It  is  not  expected  that  the 
party  filing  a  provisional  application  will  normally  need  to 
correct  an  error  in  inventorship  under  this  paragraph  by  adding 
an  inventor  therein  except  when  necessary  under  §  1.78  to 
establish  an  overlap  of  inventorship  with  a  continuing  appli- 
cation. 

Section  1.48(d)(1)  is  also  amended  to  remove  the  requirement 
that  the  statement  be  verified  in  accordance  with  the  change  to 
§  1.4(d)(2)  and  §  10.18. 

Section  1.48(e)(1)  is  amended  to  replace  a  requirement  in 
provisional  applications  that  the  required  statement  be  one  "of 
facts"  directed  towards  "establishing  that  the  error"  being 
corrected  "occurred  without  deceptive  intention,"  requiring 
only  a  statement  that  the  inventorship  error  occurred  without 
deceptive  intent.  Paragraph  (e)(1)  is  also  amended  to  remove 
the  requirement  that  the  statement  be  verified  in  accordance 
with  the  change  to  §  1.4(d)(2)  and  §  10.18.  It  is  not  expected 
that  the  party  filing  a  provisional  application  would  need  to  file 
a  petition  under  this  paragraph  since  the  application  will  go 
abandoned  by  operation  of  law  (35  U.S.C.  111(b)(5)),  and  the 
need  to  delete  an  inventor  will  not  affect  the  overlap  of 
inventorship  needed  to  claim  priority  under  §  1.78(a)(3)  for 
any  subsequently  filed  nonprovisional  application. 

Section  1.48(e)(3)  is  amended  to  clarify  that  the  assignee 
required  to  submit  its  written  consent  is  only  the  prior  existing 
assignee  before  correction  of  the  inventorship  is  granted  and 
not  any  party  that  would  become  an  assignee  based  on  the 
grant  of  the  inventorship  correction.  A  reference  to  §  3.73(b)  is 
added. 

Section  1.48(f)  is  added  to  provide  that  the  later  filing  of  an 
executed  oath  or  declaration  (or  cover  sheet  (§  1.51(c)(1))  in  a 
provisional  application)  during  the  pendency  of  the  application 
would  act  to  correct  the  inventorship  without  a  specific  petition 
for  such  correction  and  will  be  used  to  further  process  the 
application  notwithstanding  any  inventorship  or  other  identi- 
fication name  earlier  presented. 

Section  1.48(g)  is  added  to  specifically  recognize  that  the 
Office  may  require  such  other  information  as  may  be  deemed 
appropriate  under  the  particular  circumstances  surrounding  a 
correction  of  the  inventorship. 

Section  1.51:  Section  1.51.  paragraphs  (a)(1)  and  (a)(2),  are 
re- written  as  §  1.51,  paragraphs(b)  and  (c),  respectively,  and  § 
1.51(b)  is  re-written  as  §  1.51(d).  Section  1.51(c)  covering  the 
use  of  an  authorization  to  charge  a  deposit  account  is  removed 
as  unnecessary  in  view  of  §  1.25(b). 

No  comments  were  received  regarding  the  proposed  change  to 
§  1.51. 


Section  1.52:  Section  1.52,  paragraphs  (a)  and  (d),  are 
amended  to  remove  the  requirement  that  the  translation  be 
verified  in  accordance  with  the  change  to  §  1.4(d)(2)  and  § 
10.18.  Section  1.52,  paragraph  (c),  is  amended  to  remove  the 
reference  to  §  1.123  through  §  1.125  to:  (1)  reflect  a  transfer  of 
material  from  §  1 . 1 23  and  §  1 . 1 24  to  §  1 . 1 2 1 ;  (2)  further  clarify 
that  §  1.125  is  not  a  vehicle  amendment  of  an  application;  and 
(3)  to  clarify  that  alterations  to  application  papers  may  be  made 
on,  as  well  as  before,  the  signing  of  the  oath  or  declaration. 
Section  1.52,  paragraphs  (a)  and  (d),  are  also  amended  to 
clarify  the  need  for  a  statement  that  the  translation  being 
offered  is  an  accurate  translation,  as  in  §  1.69(b). 

Comment  14:  Two  comments  were  received  asking  whether 
the  attorney  can  sign  the  statement  that  the  translation  is 
accurate,  and  how  much  firsthand  knowledge  does  a  practitio- 
ner need  to  know  that  the  translation  is  accurate. 

Response:  The  Office  will  accept  a  statement  that  the  transla- 
tion is  accurate  from  any  party.  However,  any  party  signing 
such  statement  must  keep  in  mind  the  averments  that  are  made 
under  §  1.4(d)  and  §  10.18.  The  actual  firsthand  knowledge 
needed  by  a  practitioner  is  that  amount  of  knowledge  to 
comply  with  the  averments  in  §  1.4(d)  and  §  10.18. 

Comment  15:  A  comment  questioned  whether  there  is  any 
difference  between  the  previous  language  of  "verified  transla- 
tion" and  the  present  language  of  "accurate  translation." 

Response:  The  previous  language  was  directed  at  a  verification 
that  the  translation  is  accurate.  A  verification  requirement  is 
now  unnecessary  due  to  the  amendments  to  §  1.4(d)  and  § 
10.18.  Thus,  §  1.52(d)  is  amended  to  include  the  more  direct 
term  "accurate." 

Section  1.53:  Section  1.53  is  amended  to  include  headings  for 
each  paragraph  for  purposes  of  clarity. 

Section  1.53(a)  is  amended  to  state  that  "ny  papers  received  in 
the  Patent  and  Trademark  Office  which  purport  to  be  an 
application  for  a  patent  will  be  assigned  an  application  number 
for  identification  purposes."  That  is,  the  Office  will  refer  to 
papers  purporting  to  be  an  application  for  a  patent  as  an 
"application"  and  assign  such  "application"  an  application 
number  for  identification  purposes.  This  reference,  however, 
does  not  imply  that  such  papers  meet  the  requirements  in  § 
1.53(b)  to  be  accorded  a  filing  date  or  constitute  an  "applica- 
tion" within  the  meaning  of  35  U.S.C.  111. 

Section  1.53(b)  is  amended  to  provide  that:  (1)  the  filing  date 
of  an  application  for  patent  filed  under  §  1.53(b)  is  the  date  on 
which  a  specification  as  prescribed  by  35  U.S.C.  112  contain- 
ing a  description  pursuant  to  §  1.71  and  at  least  one  claim 
pursuant  to  §  1.75,  and  any  drawing  required  by  §  1.81(a)  are 
filed  in  the  Office;  (2)  no  new  matter  may  be  introduced  into  an 
application  after  its  fiUng  date;  (3)  a  continuation  or  divisional 
application  filed  by  all  or  by  fewer  than  all  of  the  inventors 
named  in  a  prior  nonprovisional  application  may  be  filed  under 
§  1.53(b)  or  (d);  and  (4)  a  continuation  or  divisional  applica- 
tion naming  an  inventor  not  named  in  the  prior  nonprovisional 
application  or  a  continuation-in-part  application  must  be  filed 
under  §  1.53(b). 

Section  1.53(c)  is  amended  to  provide  for  provisional  applica- 
tions (formerly  provided  for  in  §  1.53(b)(2)).  Section  1.53(c) 
includes  the  language  of  former  §  1.53(b)(2),  with  certain 
changes  for  purposes  of  clarity.  Section  1.53(c)(i),  for  example, 
includes  language  requiring  either  the  provisional  application 
cover  sheet  required  by  §  1.51(c)(1)  or  a  cover  letter  identify- 
ing the  application  as  a  provisional  application.  The  cover 
letter  may  be  an  application  transmittal  letter  or  some  other 
paper  identifying  the  accompanying  papers  as  a  provisional 
application. 

Section  1.53(d)  is  amended  to  provide  for  continued  prosecu- 
tion applications.  Section  1.53(d)(1)  provides  that  a  continua- 
tion or  divisional  application,  but  not  a  continuation-in-part,  of 
a  prior  nonprovisional  application  may  be  filed  as  a  continued 
prosecution  application  under  §  1.53(d),  subject  to  the  condi- 
tions specified  in  paragraph  (d)(l)(i)  and  (d)(l)(ii).  That  is,  an 
application  under  §  1.53(d)  cannot  be  a  continuation-in-part 
application,  and  the  prior  application  cannot  be  a  provisional 
application. 
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Section  1.53(d)(l)(i)  specifies  that  the  prior  application  be 
either:  (1)  complete  as  defined  by  §  1.5 1(b)  and  filed  on  or  after 
June  8,  1995;  or  (2)  the  national  stage  of  an  international 
application  in  compliance  with  35  U.S.C.  371  and  filed  on  or 
after  June  8,  1995.  The  phrase  "prior"  application  in  § 
1.53(d)(1)  means  the  application  immediately  prior  to  the 
continued  prosecution  application  under  §  1.53(d),  in  that  a 
continued  prosecution  application  under  §  1.53(d)  may  claim 
the  benefit  under  35  U.S.C.  120,  121,  or  365(c)  of  applications 
filed  prior  to  June  8,  1995  so  long  as  the  application  that  is 
immediately  prior  to  the  continued  prosecution  application 
under  §  1.53(d)  was  filed  on  or  after  June  8,  1995. 

Section  1.53(d)(l)(ii)  specifies  that  the  application  under  § 
1.53(d)  be  filed  before  the  earliest  of:  (1)  payment  of  the  issue 
fee  on  the  prior  application,  unless  a  petition  under  § 
1.313(b)(5)  is  granted  in  the  prior  application;  (2)  abandon- 
ment of  the  prior  apphcation;  or  (3)  termination  of  proceedings 
on  the  prior  application. 

Section  1.53(d)(2)  provides  that  the  filing  date  of  a  continued 
prosecution  application  is  the  date  on  which  a  request  on  a 
separate  paper  for  an  application  under  §  1.53(d)  is  filed.  That 
is,  a  request  for  an  application  under  §  1.53(d)  cannot  be 
submitted  within  papers  filed  for  another  purpose  (e.g.,  the 
filing  of  a  "conditional"  request  for  a  continued  prosecution 
application  within  an  amendment  after  final  for  the  prior 
application  is  an  improper  request  for  a  continued  prosecution 
application  under  §  1.53(d)). 

In  addition,  a  "conditional"  request  for  a  continued  prosecution 
application  will  not  be  permitted.  Any  "conditional"  request 
for  a  continued  prosecution  application  submitted  (as  a  sepa- 
rate paper)  with  an  amendment  after  final  in  an  application  will 
be  treated  as  an  unconditional  request  for  a  continued  pros- 
ecution application  of  such  application.  This  will  result  (by 
operation  of  §  1.53(d)(2)(v))  in  the  abandonment  of  such 
(prior)  application,  and  (if  so  instructed  in  the  request  for  a 
continued  prosecution  application)  the  amendment  after  final 
in  the  prior  application  will  be  treated  as  a  preliminary 
amendment  in  the  continued  prosecution  application. 

Section  1.53(d)(2)  further  provides  that  an  application  filed 
under  §  1.53(d):  (1)  must  identify  the  prior  application  (§ 
1.53(d)(i));  (2)  discloses  and  claims  only  subject  matter  dis- 
closed in  the  prior  application  (i.e.,  is  a  continuation  or 
divisional,  but  not  a  continuation-in-part)  (§  1.53(d)(l)(ii));  (3) 
names  as  inventors  the  same  inventors  named  in  the  prior 
application  on  the  date  the  application  under  §  1.53(d)  was 
filed,  except  as  provided  in  §  1.53(d)(4)  (§  1.53(d)(2)(iii));  (4) 
includes  the  request  for  an  application  under  §  1.53(d),  will 
utilize  the  file  jacket  and  contents  of  the  prior  application, 
including  the  specification,  drawings  and  oath  or  declaration, 
from  the  prior  application  to  constitute  the  new  application, 
and  will  be  assigned  the  application  number  of  the  prior 
application  for  identification  purposes  (§  1.53(d)(2)(iv));  and 
(5)  is  a  request  to  expressly  abandon  the  prior  application  as  of 
the  fifing  date  of  the  request  for  an  application  under  §  1.53(d) 
(§  1.53(d)(2)(v)). 

Section  1.53(d)(3)  provides  that  the  filing  fee  for  a  continued 
prosecution  application  filed  under  §  1.53(d)  is:  (1)  the  basic 
fifing  fee  as  set  forth  in  §  1.16;  and  (2)  any  additional  §  1.16 
fee  due  based  on  the  number  of  claims  remaining  in  the 
application  after  entry  of  any  amendment  accompanying  the 
request  for  an  application  under  §  1.53(d)  and  entry  of  any 
amendments  under  §  1.116  not  entered  in  the  prior  application 
which  applicant  has  requested  to  be  entered  in  the  continued 
prosecution  application.  See  35  U.S.C.  41(a)(l)-(4). 

Section  1.53(d)(4)  provides  that  an  application  filed  under  § 
1.53(d)  may  be  filed  by  fewer  than  all  the  inventors  named  in 
the  prior  appfication,  provided  that  the  request  for  an  applica- 
tion under  §  1.53(d)  when  filed  is  accompanied  by  a  statement 
requesting  deletion  of  the  name  or  names  of  the  person  or 
persons  who  are  not  inventors  of  the  invention  being  claimed 
in  the  new  application,  and  that  no  person  may  be  named  as  an 
inventor  in  an  application  filed  under  §  1.53(d)  who  was  not 
named  as  an  inventor  in  the  prior  application  on  the  date  the 
application  under  §  1.53(d)  was  filed,  except  by  way  of  a 
petition  under  §  1.48.  Thus,  an  application  under  §  1.53(d) 
must  name  as  inventors  either  the  same  as  (§  1.53(d)(2)(iu))  or 
fewer  than  all  of  (§  1.53(d)(4))  the  inventors  named  in  the  prior 
application.  A  request  for  an  appfication  under  §    1.53(d) 


purporting  to  name  as  an  inventor  a  person  not  named  as  an 
inventor  in  the  prior  appfication  (even  if  accompanied  by  a 
new  oath  or  declaration  under  §  1.63  listing  that  person  as  an 
inventor)  will  be  treated  as  naming  the  same  inventors  named 
in  the  prior  application  (§  1.53(d)(2)(iii)). 

Section  1.53(d)(5)  provides  that:  (1)  any  new  change  must  be 
made  in  the  form  of  an  amendment  to  the  prior  appfication;  (2) 
no  amendment  in  an  appfication  under  §  1.53(d)  (a  continued 
prosecution  application)  may  introduce  new  matter  or  matter 
that  would  have  been  new  matter  in  the  prior  appfication;  and 
(3)  any  new  specification  filed  with  the  request  for  an  appfi- 
cation under  §  1.53(d)  will  not  be  considered  part  of  the 
original  application  papers,  but  will  be  treated  as  a  substitute 
specification  in  accordance  with  §  1.125.  Pursuant  to  the 
provisions  of  §  1.53(d)(5),  where  applicant  desires  entry  of  an 
amendment  in  the  appfication  under  §  1.53(d)  that  was 
previously  denied  entry  under  §  1.116  in  the  prior  appfication, 
the  applicant  must  request  its  entry  (and  pay  any  additional 
claims  fee  required  by  §  1.53(d)(3)(u))  in  the  appfication  under 
§  1.53(d)  prior  to  action  by  the  OflSce  in  the  appfication  under 
§  1.53(d).  Any  amendment  submitted  with  the  request  for  an 
appfication  under  §  1.53(d)  that  seeks  to  add  matter  that  would 
have  been  new  matter  in  the  prior  application  wiU  be  objected 
to  under  §  1.53(d),  and  the  appficant  will  be  required  to  cancel 
the  subject  matter  that  would  have  been  new  matter  in  the  prior 
appfication. 

Section  1.53(d)(6)  provides  that  the  filing  of  a  continued 
prosecution  appfication  under  §  1.53(d)  wiU  be  construed  to 
include  a  waiver  of  confidentiality  by  the  applicant  under  35 
U.S.C.  122  to  the  extent  that  any  member  of  the  public  who  is 
entitled  under  the  provisions  of  §  1.14  to  access  to,  copies  of, 
or  information  concerning  either  the  prior  application  or  any 
continuing  appfication  filed  under  the  provisions  of  this  para- 
graph may  be  given  similar  access  to,  copies  of,  or  similar 
information  concerning,  the  other  appfication(s)  in  the  appli- 
cation file. 

Section  1.53(d)(7)  provides  that  a  request  for  an  application 
under  §  1.53(d)  is  a  specific  reference  under  35  U.S.C.  120  to 
every  application  assigned  the  application  number  identified  in 
such  request,  and  that  no  amendment  in  a  continued  prosecu- 
tion application  under  §  1.53(d)  shaU  delete  this  specific 
reference  to  any  prior  application.  That  is,  other  than  the 
identification  of  the  prior  appfication  in  the  request  required  by 
§  1.53(d)  for  a  continued  prosecution  appfication,  a  continued 
prosecution  appfication  needs  no  further  identification  of  or 
reference  to  the  prior  application  (or  any  prior  appfication 
assigned  the  application  number  of  such  appfication  under  § 
1.53(d))  under  35  U.S.C.  120  and  §  1.78(a)(2). 

Section  1.53(d)(8)  provides  that  in  addition  to  identifying  the 
application  number  of  the  prior  application,  applicant  is  urged 
to  furnish  in  the  request  for  an  application  under  §  1.53(d)  the 
following  information  relating  to  the  prior  application  to  the 
best  of  his  or  her  ability:  (1)  title  of  invention;  (2)  name  of 
applicant(s);  and  (3)  correspondence  address. 

Section  1.53(d)(9)  provides  that:  (1)  envelopes  containing  only 
requests  and  fees  for  fifing  an  application  under  §  1.53(d) 
should  be  marked  "Box  CPA"  and  (2)  requests  for  an  appli- 
cation under  §  1.53(d)  filed  by  facsimile  transmission  should 
be  clearly  marked  "Box  CPA." 

Section  1.53(e)(1)  provides  that  if  an  application  deposited 
under  §  1.53  paragraphs  (b),  (c),  or  (d)  does  not  meet  the 
respective  requirements  in  §  1.53  paragraphs  (b),  (c),  or  (d)  to 
be  entitled  to  a  filing  date,  applicant  will  be  so  notified,  if  a 
correspondence  address  has  been  provided,  and  given  a  time 
period  within  which  to  correct  the  filing  error. 

Section  1.53(e)(2)  provides  that:  (1)  any  request  for  review  of 
a  notification  pursuant  to  §  1.53(e)(1),  or  a  notification  that  the 
original  application  papers  lack  a  portion  of  the  specification  or 
drawing(s),  must  be  by  way  of  a  petition  pursuant  to  §  1.53(e); 
(2)  any  petition  under  §  1.53(e)  must  be  accompanied  by  the 
fee  set  forth  in  §  1.17(i)  in  an  appfication  filed  under  §  1.53 
paragraphs  (b)  or  (d),  and  the  fee  set  forth  in  §  1.1 7(q)  in  an 
application  filed  under  §  1.53(c);  and  (3)  in  the  absence  of  a 
timely  (§  1.181(f))  petition  pursuant  to  this  paragraph,  the 
filing  date  of  an  application  in  which  the  applicant  was  notified 
of  a  filing  error  pursuant  to  paragraph  (e)(1)  of  this  section  will 
be  the  date  the  filing  error  is  corrected. 
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Section  1.53(e)(3)  provides  that  if  an  applicant  is  notified  of  a 
filing  error  pursuant  to  §  1.53(e)(1),  but  fails  to  correct  the 
filing  error  within  the  given  time  period  or  otherwise  timely  (§ 
1.181(f))  take  action  pursuant  to  §  1.53(e)(2),  proceedings  in 
the  application  will  be  considered  terminated,  and  that  where 
proceedings  in  an  application  are  terminated  pursuant  to  § 
1.53(e)(3),  the  application  may  be  disposed  of,  and  any  filing 
fees,  less  the  handling  fee  set  forth  in  §  1.21(n),  will  be 
refunded. 

Section  1.53(f)  is  amended  to  include  the  language  of  former 
§  1.53(d)(1)  and  to  provide  that  the  oath  or  declaration  required 
for  a  continuation  or  divisional  application  under  §  1.53(b) 
may  be  a  copy  of  the  executed  oath  or  declaration  filed  in  the 
prior  application  (under  §  1.63(d)). 

Section  1.53  paragraphs  (g),  (h),  (i),  and  (j)  are  added  and 
include  the  language  of  former  §  1.53  paragraphs  (d)(2),  (e)(1), 
(e)(2),  and  (f),  respectively. 

Comment  16:  The  majority  of  the  comments  supported  the 
deletion  of  §  1.60  and  §  1.62  in  favor  of  the  proposed 
amendment  to  §  1.53. 

Response:  The  Office  is  deleting  §  1.60  and  §  1.62  in  favor  of 
an  amended  §  1.53. 

Comment  17:  Several  comments  suggested  that  the  Office 
adopt  a  continued  prosecution  procedure  for  applications  filed 
on  or  after  June  8,  1995  similar  to  the  practice  set  forth  in  § 
1.129(a),  rather  than  the  continued  prosecution  application 
practice  set  forth  in  §  1.53(d). 

Response:  Section  532(a)(2)(A)  of  Pub.  L.  103-465  provides 
specific  authorization  for  the  practice  set  forth  in  §  1.129(a). 
There  is  currently  no  statutory  authority  for  the  Office  to 
simply  charge  the  patent  fees  set  forth  in  35  U.S.C.  41(a)  for 
further  examination  of  an  application.  35  U.S.C.  41(d)  would 
authorize  the  Office  to  further  examine  an  application  for  a  fee 
that  recovers  the  estimated  average  cost  to  the  Office  of  such 
further  examination;  however,  as  35  U.S.C.  41(h)  is  applicable 
only  to  fees  under  35  U.S.C.  41(a)  and  (b),  the  Office  would 
not  be  authorized  to  provide  a  small  entity  reduction  in  regard 
to  such  fee.  Thus,  the  only  mechanism  by  which  the  Office  may 
provide  further  examination  for  a  fee  to  which  the  small  entity 
reduction  is  applicable  is  via  a  continuing  application. 

Section  209  of  H.R.  3460,  104th  Cong.,  2d  Sess.  (1996),  would 
have  provided  statutory  authority  for  the  further  reexamination 
of  an  application  for  a  fee  to  which  the  small  entity  reduction 
was  applicable.  Section  209  of  H.R.  400,  105th  Cong.,  1st 
Sess.  (1997),  ifenacted,  will  provide  statutory  authority  for  the 
further  reexamination  of  an  application  for  a  fee  to  which  the 
small  entity  reduction  will  be  applicable. 

Comment  18:  One  comment  stated  that  the  combination  of  § 
1.53,  §  1.60,  and  §  1.62  into  a  single  §  1.53  was  complex  and 
confusing.  Another  comment  suggested  that  §  1.53  be  split  into 
a  number  of  sections,  or  that  headings  be  used  in  §  1.53  in  the 
manner  that  headings  are  used  in  §  1.84  and  §  1.96. 

Response:  Placing  the  provisions  of  §  1.53  into  multiple 
sections,  rather  than  multiple  paragraphs  of  a  single  section, 
would  not  result  in  a  simplification  of  its  provisions.  The  Office 
considers  it  appropriate  to  place  the  filing  provisions  concern- 
ing all  applications  (nonprovisional,  provisional,  and  contin- 
ued prosecution)  into  a  single  section  to  reduce  the  confusion 
as  to  the  filing  requirements  for  any  application  for  patent. 
Section  1.53  as  adopted  includes  headings  in  each  paragraph  of 
§  1 .53  to  indicate  the  subject  to  which  each  of  these  paragraphs 
pertains. 

Comment  19:  One  comment  suggested  amending  §  1.53  to 
require  apphcants  to  indicate  changes  to  the  disclosure  in  a 
continuation  or  divisional  application. 

Response:  The  suggestion  is  not  adopted.  The  Office  did  not 
propose  to  amend  §  1.53  to  require  applicants  to  indicate 
changes  to  the  disclosure  in  any  continuing  application.  Thus, 
adopting  a  change  to  impose  this  additional  burden  on  an 
applicant  is  not  considered  appropriate  in  this  Final  Rule. 


Comment  20:  One  comment  suggested  that  the  Office  permit 
applicants  to  file  a  statement  requesting  deletion  of  an  inventor 
in  a  continuation  or  divisional  application  any  time  prior  to  or 
coincident  with  the  mailing  of  an  issue  fee  payment.  The 
comment  questioned  whether  the  time  period  in  §  1.53(e)(1) 
addresses  this  issue. 

Response:  Unless  a  statement  requesting  the  deletion  of  the 
names  of  the  person  or  persons  who  are  not  inventors  in  the 
continuation  or  divisional  application  accompanies  the  copy  of 
the  executed  oath  or  declaration  submitted  in  accordance  with 
§  1.63(d)  in  an  application  filed  pursuant  to  §  1.53(b),  or 
accompanies  the  request  for  an  application  under  §  1.53(d)  in 
an  application  filed  pursuant  to  §  1.53(d),  the  inventorship  of 
the  continuation  or  divisional  application  filed  under  §  1.53(b) 
using  a  copy  of  the  oath  or  declaration  of  the  prior  application 
pursuant  to  §  1.63(d)  or  filed  under  §  1.53(d)  will  be  consid- 
ered identical  to  that  in  the  prior  application,  and  correction  of 
the  inventorship  (if  appropriate)  must  be  by  way  of  §  1.48. 
Identification  of  the  inventorship  is  necessary  to  the  examina- 
tion of  an  application  (e.g.,  35  U.S.C.  102(f)  and  (g)).  As  such, 
the  Office  must  require  identification  of  the  inventorship  prior 
to  examination  of  an  application. 

Section  1.53(e)(1)  applies  in  those  instances  in  which  papers 
filed  as  an  application  under  §  1.53(b),  (c),  or  (d)  do  not  meet 
the  respective  requirements  of  §  1.53(b),  (c),  or  (d)  to  be 
entitled  to  a  filing  date.  Submitting  an  oath  or  declaration  is  not 
a  filing  date  issue,  and  naming  the  inventors  is  no  longer  a 
filing  date  issue.  Thus,  the  provisions  of  §  1.53(e)  do  not  apply 
to  the  filing  of  a  statement  requesting  deletion  of  an  inventor  in 
a  continuation  or  divisional  application. 

Comment  21:  One  comment  questioned  whether  §  1.53(d) 
applies  only  to  applications  filed  on  or  after  June  8,  1995,  and 
questioned  whether  §  1.53(d)  should  be  made  applicable  to 
pending  applications  filed  prior  to  June  8,  1995.  The  comment 
also  questioned  the  relationship  between  §  1.129(a)  and  § 
1.53(d). 

Response:  Section  1.53(d),  by  its  terms,  permits  the  filing  of  a 
continuation  or  divisional  thereunder  of  only  a  nonprovisional 
application  that,  inter  alia,  is  either:  (1)  complete  as  defined  by 
§  1.51(b)  and  filed  on  or  after  June  8, 1995  or;  (2)  resulted  from 
entry  into  the  national  stage  of  an  international  application  in 
compliance  with  35  U.S.C.  371  filed  on  or  after  June  8,  1995. 
While  §  1.53(d)  and  §  1.129(a)  both  provide  for  the  continued 
prosecution  of  an  application,  these  sections  are  distinct  in  that 
they  apply  to  a  virtually  mutually  exclusive  class  of  apphca- 
tions  and  have  separate  requirements  (e.g.,  a  request  for  a  § 
1.53(d)  application  may  be  filed  subsequent  to  the  filing  of  an 
appeal  brief,  so  long  as  the  request  is  filed  before  the  earliest 
of:  (1)  payment  of  the  issue  fee  on  the  prior  application,  unless 
a  petition  under  §  1.313(b)(5)  is  granted  in  the  prior  applica- 
tion; (2)  abandonment  of  the  prior  application;  or  (3)  termina- 
tion of  proceedings  on  the  prior  appHcation). 

Comment  22:  One  comment  suggested  that  the  rules  of 
practice  permit  the  execution  of  copies  of  an  oath  or  declara- 
tion by  fewer  than  all  of  the  inventors,  without  cross-reference 
to  the  other  copies  to  facilitate  contemporaneous  executions  by 
geographically  separated  inventors. 

Response:  The  suggestion  is  not  adopted.  Section  1.63(a)(3) 
requires  that  an  oath  (or  declaration),  inter  alia,  identify  each 
inventor.  The  rules  of  practice  permit  inventors  to  execute 
separate  oaths  (or  declarations),  so  long  as  each  oath  (or 
declaration)  sets  forth  all  of  the  inventors  (the  necessary 
cross-reference).  That  is,  §  1.63(a)(3)  prohibits  the  execution 
of  separate  oaths  (or  declarations)  in  which  each  oath  (or 
declaration)  sets  forth  only  the  name  of  the  executing  inventor. 
An  amendment  to  the  rules  of  practice  to  permit  an  inventor  to 
execute  an  oath  or  declaration  that  does  not  set  forth  each 
inventor  would  not  only  lead  to  confusion  as  to  the  inventor- 
ship of  an  application,  but  would  be  inconsistent  with  the 
requirement  in  35  U.S.C.  115  that  the  applicant  make  an  oath 
(or  declaration)  that  the  applicant  believes  himself  (or  herself) 
to  be  the  original  and  first  inventor  of  the  subject  matter  for 
which  a  patent  is  sought,  as  the  oaths  or  declarations  would 
conflict  as  to  the  inventorship  of  the  application. 

Comment  23:  Several  comments  suggested  that  the  statement 
required  under  35  U.S.C.  120  in  a  continued  prosecution 
application  will  be  confusing  as  the  continued  prosecution 
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application  will  have  the  same  application  number  as  the  prior 
application.  One  comment  indicated  that  this  will  cause 
confusion:  (1)  as  to  which  application  is  being  referenced  in  a 
35  U.S.C.  120  statement  in  the  divisional  apphcation  when  a 
divisional  application  under  §  1.53(b)  and  a  continued  pros- 
ecution application  filed  under  §  1.53(d)  are  filed  from  the 
same  prior  application;  and  (2)  in  docketing  applications  as 
most  commercially  available  software  identify  applications  by 
application  number.  Another  comment  questioned  what  sen- 
tence was  required  pursuant  to  §  1.78(a)(2)  in  a  continued 
prosecution  application. 

Response:  35  U.S.C.  120  provides  that  an  application  may 
obtain  the  benefit  of  the  filing  date  of  an  earlier  filed  applica- 
tion if,  inter  alia,  the  application  "contains  or  is  amended  to 
contain  a  specific  reference  to  the  earlier  filed  apphcation." 
Section  §  1 .78(a)  requires  that  this  specific  reference  be  in  the 
first  sentence  of  the  specification  and  identify  each  earlier  filed 
application  by  application  number  or  international  apphcation 
number  and  international  filing  date  and  relationship  of  the 
applications.  Thus,  while  a  "specific  reference  to  the  earlier 
filed  application"  is  a  requirement  of  statute  (35  U.S.C.  120), 
the  particulars  of  this  specific  reference  (by  application  num- 
ber, filing  date,  and  relationship)  is  a  requirement  of  regulation 
(  §  1.78(a)),  not  the  patent  statute. 

The  purpose  of  the  "specific  reference"  requirement  of  35 
U.S.C.  120  is  to  provide  notice  to  the  public  of  the  filing  date 
upon  which  a  patentee  may  rely  to  support  the  validity  of  the 
patent: 

[35  U.S.C.  120]  embodies  an  important  public  policy.  The 
information  required  to  be  disclosed  is  information  that  would 
enable  a  person  searching  the  records  of  the  Patent  Office  to 
determine  with  a  minimum  of  effort  the  exact  filing  date  upon 
which  a  patent  appUcant  is  relying  to  support  the  validity  of  his 
application  or  the  validity  of  a  patent  issued  on  the  basis  of  one 
of  a  series  of  applications.  In  cases  such  as  this,  in  which  two 
or  more  applications  have  been  filed  and  the  validity  of  a 
patent  rests  upon  the  filing  date  of  an  application  other  than 
that  upon  which  the  patent  was  issued,  a  person,  even  if  he  had 
conducted  a  search  of  the  Patent  Office  records,  could  unwit- 
tingly subject  himself  to  exactly  this  type  of  infringement  suit 
unless  the  later  application  adequately  put  him  on  notice  that 
the  applicant  was  relying  upon  a  fifing  date  different  from  that 
stated  in  the  later  application. 

Sampson  v.  Ampex  Corp.,  463  F.2d  1042,  1045,  174  USPQ 
417,  419  (2d  Cir.  1972);  see  also  Sticker  Indus.  Supply  Corp. 
V.  Blaw-Knox  Co.,  405  F.2d  90,  93,  160  USPQ  177,  179(7th 
Cir.  1968)  ("Congress  may  well  have  thought  that  [35  U.S.C] 
120  was  necessary  to  eliminate  the  burden  on  the  pubhc  to 
engage  in  long  and  expensive  search  of  previous  applications 
in  order  to  determine  the  filing  date  of  a  later  patent ....  The 
inventor  is  the  person  best  suited  to  understand  the  relation  of 
his  applications,  and  it  is  no  hardship  to  require  him  to  disclose 
this  iiiformation"). 

To  reduce  the  delay  in  processing  a  continued  prosecution 
application,  the  Office  will  maintain  in  its  records  {e.g.,  in  the 
Patent  Application  Locating  and  Monitoring  (PALM)  records 
for  an  application)  for  identification  purposes  the  application 
number  and  filing  date  of  the  prior  application.  Thus,  in  a 
continued  prosecution  apphcation,  the  apphcation  number  of 
the  continued  prosecution  apphcation  will  be  the  application 
number  of  the  prior  apphcation,  and  the  filing  date  indicated  on 
any  patent  issuing  from  a  continued  prosecution  application 
will  be  the  filing  date  of  the  prior  application  (or,  in  a  chain  of 
continued  prosecution  applications,  the  fifing  date  of  the 
application  immediately  preceding  the  first  continued  prosecu- 
tion application  in  the  chain).  In  addition,  as  a  continued 
prosecution  application  will  use  the  file  wrapper  of  the  prior 
application,  the  prior  application  will  be  available  upon  inspec- 
tion of  the  continued  prosecution  application. 

Unless  excepted  from  §  1.78(a)(2),  the  first  sentence  of  a 
continued  prosecution  application  would  consist  of  a  reference 
to  that  application  as  a  continuation  or  divisional  of  an 
application  having  the  identical  apphcation  number  and  the 
effective  filing  date  of  (the  filing  date  to  be  printed  on  any 
patent  issuing  from)  the  continued  prosecution  application. 
Such  a  sentence  would  provide  no  useful  information  to  the 
public. 


Therefore,  §  1.53(d)(7)  as  adopted  provides  that  a  request  for 
an  apphcation  under  §  1.53(d)  is  a  specific  reference  under  35 
U.S.C.  120  to  every  apphcation  assigned  the  application 
number  identified  in  such  request,  and  §  1 .78(a)(2)  as  adopted 
provides  that  the  request  for  a  continued  prosecution  applica- 
tion under  §  1.53(d)  is  the  specific  reference  under  35  U.S.C. 
120  to  the  prior  application.  That  is,  the  continued  prosecution 
application  includes  the  request  for  an  apphcation  under  § 
1.53(d)  (§  1.53(d)(2)(iv)),  and  the  recitation  of  the  apphcation 
number  of  the  prior  application  in  such  request  (as  required  by 
§  1.53(d))  is  the  "specific  reference  to  the  earlier  filed 
application"  required  by  35  U.S.C.  120.  No  further  amendment 
to  the  specification  is  required  by  35  U.S.C.  120  or  §  1.78(a) 
for  a  continued  prosecution  application  for  such  continued 
prosecution  apphcation  to  contain  the  required  specific  refer- 
ence to  the  prior  application,  as  well  as  any  other  application 
assigned  the  application  number  of  the  prior  apphcation  {e.g., 
in  instances  in  which  a  continued  prosecution  application  is  the 
last  in  a  chain  of  continued  prosecution  apphcations). 

Where  an  application  claims  a  benefit  under  35  U.S.C.  120  of 
a  chain  of  applications,  the  apphcation  must  make  a  reference 
to  the  first  (earliest)  apphcation  and  every  intermediate  apph- 
cation. See  Sampson,  463  F.2d  at  1044-45,  174  USPQ  at 
418-19;  Sticker  Indus.  Supply  Corp.,  405  F.2d  at  93,  160  USPQ 
at  179;  Hovlid  v.  Asari,  305  F2d  747,  751,  134  USPQ  162,  165 
(9th  Ck.  1962);  see  also  MPEP  20§  1.11.  In  addition,  every 
intermediate  application  must  also  make  a  reference  to  the  first 
(earhest)  application  and  every  application  after  the  first 
application  and  before  such  intermediate  application. 

In  the  situation  in  which  there  is  a  chain  of  continued 
prosecution  applications,  each  continued  prosecution  applica- 
tion in  the  chain  will,  by  operation  of  §  1.53(d)(7),  contain  the 
required  specific  reference  to  its  immediate  prior  application, 
as  well  as  every  other  apphcation  assigned  the  application 
number  identified  in  such  request.  Put  simply,  a  specific 
reference  to  a  continued  prosecution  application  by  application 
number  and  filing  date  will  constitute  a  specific  reference  to: 
(1)  the  non-continued  prosecution  application  originally  as- 
signed such  application  number  (the  prior  apphcation  as  to  the 
first  continued  prosecution  application  in  the  chain);  and  (2) 
every  continued  prosecution  apphcation  assigned  the  applica- 
tion number  of  such  non-continued  prosecution  application. 

Where  the  non-continued  prosecution  application  originally 
assigned  such  application  number  itself  claims  the  benefit  of  a 
prior  application  or  applications  under  35  U.S.C.  120,  121,  or 
365(c),  §  1.78(a)(2)  continues  to  require  that  such  apphcation 
contain  in  its  first  sentence  a  reference  to  any  such  prior 
application(s).  As  a  continued  prosecution  application  uses  the 
specification  of  the  prior  application,  such  a  specific  reference 
in  the  prior  application  (as  to  the  continued  prosecution 
application)  will  constitute  such  a  specific  reference  in  the 
continued  prosecution  application,  as  well  as  every  continued 
prosecution  apphcation  in  the  event  that  there  is  a  chain  of 
continued  prosecution  apphcations. 

Where  an  apphcant  in  an  application  filed  under  §  1.53(b) 
seeks  to  claim  the  benefit  of  an  application  filed  under  § 
1.53(d)  under  35  U.S.C.  120  or  121  (as  a  continuation, 
divisional,  or  continuation-in-part),  §  1.78(a)(2)  requires  a 
reference  to  the  continued  prosecution  application  by  applica- 
tion number  in  the  first  sentence  of  such  application.  Section  § 
1.78(a)(2)  has  been  amended  to  also  provide  that  "[t]he 
identification  of  an  apphcation  by  application  number  under 
this  section  is  the  specific  reference  required  by  35  U.S.C.  120 
to  every  apphcation  assigned  that  application  number."  Thus, 
where  a  referenced  continued  prosecution  apphcation  is  in  a 
chain  of  continued  prosecution  applications,  thiis  reference  will 
constitute  a  reference  under  35  U.S.C.  120  and  §  1.78(a)(2)  to 
every  continued  prosecution  apphcation  in  the  chain  as  well  as 
the  non-continued  prosecution  apphcation  originally  assigned 
such  apphcation  number. 

Therefore,  regardless  of  whether  an  application  is  filed  under  § 
1.53(b)  or  (d),  a  claim  under  35  U.S.C.  120  to  the  benefit  of  a 
continued  prosecution  application  is,  by  operation  of  § 
1.53(d)(7)  and  §  1.78(a)(2),  a  claim  to  every  application 
assigned  the  application  number  of  such  continued  prosecution 
application.  In  addition,  applicants  will  not  be  permitted  to 
choose  to  delete  such  a  claim  as  to  certain  applications 
assigned  that  application  number  {e.g.,  for  patent  term  pur- 
poses). 
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Finally,  while  it  is  recognized  that  using  a  common  application 
number  (and  file  wrapper)  for  a  continued  prosecution  appli- 
cation and  its  prior  application  (which  may  also  be  a  continued 
prosecution  application)  will  necessitate  docketing  modifica- 
tions (as  well  as  the  Office's  PALM  system),  the  burden  of 
such  modifications  is  outweighed  by  the  benefits  that  will 
result  from  the  ehmination  of  the  initial  processing  of  such 
applications. 

Comment  24:  One  comment  suggested  that  the  phrase  "now 
refiled"  be  used  in  lieu  of  "now  abandoned"  to  reflect  the  status 
of  the  prior  application. 

Response:  Under  35  U.S.C.  120,  the  status  of  an  appUcation  is 
one  of  three  conditions:  (1)  pending;  (2)  patented;  or  (3) 
abandoned.  See  In  re  Morganroth,  6  USPQ2d  1802,  1803 
(Comm'r  Pat.  1988).  As  the  fifing  of  a  continued  prosecution 
application  under  §  1.53(d)  operates  to  expressly  abandon  the 
prior  application  under  §  1.53(d)(2)(v),  the  status  of  the  prior 
application  is  appropriately  designated  as  "abandoned." 

Comment  25:  Several  comments  suggested  that  the  proposed 
continued  prosecution  application  practice  be  made  applicable 
in  instances  in  which  the  prior  application  was  filed  prior  to 
June  8,  1995,  to  expedite  the  prosecution  of  such  applications. 

Response:  Permitting  the  continued  prosecution  application 
practice  to  be  applicable  in  instances  in  which  the  prior 
application  was  filed  prior  to  June  8,  1995,  would  result  in 
confusion  as  to  whether  the  patent  issuing  from  the  continued 
prosecution  application  is  entitled  to  the  provisions  of  35 
U.S.C.  154(c).  As  the  continued  prosecution  application  prac- 
tice was  not  in  effect  prior  to  June  8,  1995,  no  patent  issuing 
from  a  continued  prosecution  application  is  entitled  to  the 
provisions  of  35  U.S.C.  154(c). 

As  discussed  supra,  the  application  number  of  a  continued 
prosecution  application  will  be  the  application  number  of  the 
prior  appUcation,  and  the  filing  date  indicated  on  any  patent 
issuing  from  a  continued  prosecution  application  will  be  the 
filing  date  of  the  prior  application  (or,  in  a  chain  of  continued 
prosecution  applications,  the  filing  date  of  the  application 
immediately  preceding  the  first  continued  prosecution  applica- 
tion in  the  chain).  Thus,  any  patent  issuing  from  a  continued 
prosecution  apphcation,  where  the  prior  application  was  filed 
prior  to  June  8,  1995,  will  indicate  that  the  fifing  date  of  the 
application  for  that  patent  was  prior  to  June  8,  1995,  which  will 
confuse  the  public  (and  possible  the  patentee)  into  beUeving 
that  such  patent  is  entitled  to  the  provisions  of  35  U.S.C. 
154(c). 

The  Office  has  implemented  532(a)(2)(A)  of  Pub.  L.  103-465 
in  §  1.129(a)  to  conclude  the  examination  of  applications 
pending  at  least  two  years  as  of  June  8,  1995,  taking  into 
account  any  reference  made  in  such  application  to  any  earlier 
filed  application  under  35  U.S.C.  120,121,  and  365(c).  Further 
examination  of  any  application  may  be  obtained  via  the  filing 
of  a  continuing  apphcation  under  §  1.53(b).  Requiring  appli- 
cations filed  prior  to  June  8,  1995,  that  are  not  eligible  for  the 
transitional  procedure  set  forth  in  §  1.129(a)  to  obtain  further 
examination  via  the  filing  of  a  continuing  apphcation  under  § 
1.53(b)  is  a  reasonable  requirement  to  avoid  confusion  as  to 
whether  a  patent  issuing  from  a  continued  prosecution  (§ 
1.53(d))  application  is  entitled  to  the  provisions  of  35  U.S.C. 
154(c). 

Comment  26:  One  comment  suggested  that  the  phrase  "most 
immediate  prior  national  application"  rather  than  "prior  appli- 
cation" was  confusing.  The  comment  further  stated  that  if  the 
prior  application  was  one  filed  under  §  1.62,  there  is  no  copy 
in  that  complete  application  of  the  (oath  or)  declaration  filed  in 
the  application  under  §  1.62. 

Response:  The  phrase  "most  immediate  prior  national  appli- 
cation for  which  priority  is  claimed  under  35  U.S.C.  120,  121 
or  365(c)"  is  changed  to  "prior  apphcation."  An  application 
under  §  1.53(d).  §  1.60,  or  §  1.62  must  ultimately  be  a 
continuing  application  of  an  application  filed  under  §  1.53(b). 
Where  the  prior  application  is  an  application  under  §  1.60,  the 
oath  or  declaration  is  the  copy  of  the  oath  or  declaration  from 
the  prior  application  vis-a-vis  the  application  under  §  1.60 
submitted  in  accordance  with  §  1.60(b)(2).  Where  the  prior 
application  is  an  application  under  §  1.62  or  §  1.53(d).  the  oath 
or  declaration   is   the   oath   or  declaration   from   the   prior 


application  vis-a-vis  the  application  under  §  1.62  or  §  1.53(d). 
Where  there  is  a  chain  of  applications  under  §  1.62  or  §  1.53(d) 
preceding  the  prior  application  to  an  application  under  § 
1.53(d),  the  oath  or  declaration  of  the  prior  application  will  be 
the  oath  or  declaration  of  the  application  under  §  1 .53  or  §  1 .60 
immediately  preceding  the  chain  of  applications  under  §  1 .62 
or  §  1.53(d),  as  each  application  in  the  chain  of  applications 
under  §  1 .62  or  §  1.53(d)  utilizes  the  oath  or  declaration  of  the 
prior  application. 

Comment  27:  One  comment  suggested  that  applications  filed 
under  §  1.53(d)  should  be  taken  up  as  amended  applications, 
rather  than  as  newly  filed  applications. 

Response:  The  comment  implies  that  taking  up  a  continued 
prosecution  application  as  an  amended  application  may  result 
in  the  examiner  acting  on  the  application  in  a  more  timely 
manner  than  if  the  application  were  accounted  for  as  a  new 
application.  The  matter  is  under  consideration  along  with  other 
administrative  issues,  and  a  decision  shall  be  made  in  due 
course. 

Comment  28:  One  comment  suggested  that  §  1.129(a)  be 
amended  so  as  not  to  be  limited  to  applications  under  final 
rejection,  such  that  an  applicant  in  an  application  in  which  a 
notice  of  allowance  under  §  1.31 1  has  been  mailed  may  obtain 
entry  of  an  information  disclosure  statement  without  regard  to 
the  requirements  of  §  1 .97(d). 

Response:  The  Notice  of  Proposed  Rulemaking  did  not  pro- 
pose to  amend  §  1.129(a).  While  the  language  of  532(a)(2)(A) 
of  Pub.  L.  103-465  does  not  expressly  exclude  the  further 
examination  of  an  application  that  has  been  allowed  (as 
opposed  to  an  application  under  a  final  rejection),  102(d)  of 
Pub.  L.  103-465  provides  that  "he  statement  of  administrative 
action  approved  by  the  Congress  under  section  101(a)  shall  be 
regarded  as  an  authoritative  expression  by  the  United  States 
concerning  the  interpretation  and  application  of  the  Uruguay 
Round  Agreements  and  this  Act  in  any  judicial  proceeding  in 
which  a  question  arises  concerning  such  interpretation  or 
application."  The  statement  of  administrative  action  specifies 
that  such  further  examination  is  to  facilitate  the  completion  of 
prosecution  of  applications  pending  before  the  Office,  and  to 
permit  applicants  to  present  a  submission  after  the  Office  has 
issued  a  final  rejection  on  an  application.  See  H.R.  Rep.  826(i), 
103rd  Cong.,  2nd  Sess.  1005-06,  reprinted  in  1984  U.S.C- 
.C.A.N.  3773,  4298. 

Upon  maifing  of  a  notice  of  allowance  under  §  1.311,  pros- 
ecution of  an  apphcation  before  the  Office  is  concluded.  The 
proposed  amendment  to  obtain  further  examination  pursuant  to 
§  1.129(a)  after  allowance  would  nullify  (rather  than  facilitate) 
the  completion  of  prosecution  of  the  above-identified  applica- 
tion, and,  as  such,  would  be  inconsistent  with  the  purpose  for 
the  provisions  of  532(a)(2)(A)  of  Pub.  L.  103-465. 

Comment  29:  One  comment  questioned  how  the  filing  of  a 
continued  prosecution  application  would  result  in  less  delay 
than  the  filing  of  a  continuing  apphcation  under  §  1.53(b),  as 
a  continued  prosecution  application  would  be  subject  to 
pre-examination  processing  delays. 

Response:  The  Office  will  not  issue  a  new  filing  receipt  for  a 
continued  prosecution  application  under  §  1.53(d).  See  § 
1.54(b).  By  not  issuing  a  filing  receipt  for  a  continued 
prosecution  application,  the  Office  will  be  able  to  perform  the 
pre-examination  of  any  continued  prosecution  application  in 
the  examining  group  to  which  the  prior  application  was 
assigned.  Likewise,  §  1.6(d)  has  been  amended  to  permit  an 
applicant  to  file  a  continued  prosecution  application  under  § 
1.53(d)  by  facsimile,  and  the  use  of  this  means  of  filing  a 
continued  prosecution  application  will  avoid  the  delay  inherent 
in  routing  an  application  (or  any  paper)  from  the  mailroom  to 
the  appropriate  examining  group.  These  provisions  will  enable 
the  Office  to  process  a  continued  prosecution  application  in  the 
manner  that  a  submission  under  §  1.129(a)  is  processed. 

Comment  30:  One  comment  questioned  whether  the  filing  date 
of  a  continued  prosecution  application  is  the  filing  date  for 
determining  patent  term,  or  is  significant  only  in  establishing 
copendency.  Another  comment  questioned  what  filing  date  was 
relevant  for  determining  patent  term. 
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Response:  Notwithstanding  that  a  continued  prosecution  ap- 
phcation  is  assigned  the  application  number  of  the  prior 
application,  the  filing  date  of  the  continued  prosecution  appli- 
cation is  the  date  on  which  the  request  for  such  continued 
prosecution  apphcation  was  filed  (§  1.53(d)).  While  the  filing 
date  of  the  continued  prosecution  application  is  relevant  to 
estabhshing  the  copendency  required  by  35  U.S.C.  120  and  § 
1.78(a)  between  the  continuedprosecution  application  and  the 
prior  application,  the  filing  date  of  a  continued  prosecution 
application  will  never  be  relevant  to  the  term  under  35  U.S.C. 
154(b)  of  any  patent  issuing  from  the  continued  prosecution 
application. 

Any  continued  prosecution  application  under  §  1.53(d)  will  be 
filed  on  or  after  June  8,  1995,  and  will  claim  the  benefit  of  an 
earlier  application  as  a  continuation  or  divisional  application. 
Section  1.53(d)(7)  specifically  provides  that: 

A  request  for  an  application  under  this  paragraph  is  the  specific 
reference  required  by  35  U.S.C.  120  to  every  application 
assigned  the  application  number  identified  in  such  request.  No 
amendment  in  an  application  under  this  paragraph  shall  delete 
this  specific  reference  to  any  prior  application. 

Thus,  an  apphcation  under  §  1.53(d)  cannot  be  amended  to 
delete  the  specific  reference  to  the  prior  application,  as  well  as 
the  specific  reference  to  any  application  to  which  the  prior 
application  contains  a  specific  reference  under  35  U.S.C.  120, 
121,  and  365(c).  As  an  application  under  §  1.53(d)  will  also 
contain  a  specific  reference  to  at  least  one  other  application 
under  35  U.S.C.  120,  121,  and  365(c),  the  expiration  date 
under  35  U.S.C.  154(b)(2)  of  any  patent  issuing  from  the 
application  under  §  1.53(d)  will  be  based  upon  the  filing  date 
of  the  prior  application  (or  the  earliest  application  to  which  the 
prior  application  contains  a  specific  reference  under  35  U.S.C. 
120,  121,  and  365(c)). 

Comment  31:  One  comment  argued  that  the  Ofl&ce  should 
address  not  only  the  filing  requirements  for  continuing  appli- 
cations, but  also  the  cause  of  the  filing  of  continuing  applica- 
tions. The  comment  specifically  argued  that  the  current  second 
action  final  practice  should  be  reevaluated  as  an  apphcant  no 
longer  has  an  incentive  to  delay  the  prosecution  of  an  apph- 
cation due  to  Pub.  L.  103-465. 


Comment  33:  One  comment  stated  that  the  Office  should 
anticipate  the  filing  of  apphcations  containing  a  reference  to  § 
1.60  or  §  1.62  for  some  period. 

Response:  That  apphcations  containing  a  reference  to  §  1.60  or 
§  1.62  will  continue  to  be  filed  has  been  anticipated.  The 
treatment  of  such  apphcations  is  discussed  infra  with  respect  to 
the  ehmination  of  §  1.60  and  §  1.62. 

Comment  34:  One  comment  stated  that  the  safeguard  in  §  1.60 
concerning  the  filing  of  an  application  lacking  all  of  the  pages 
of  specification  or  sheets  of  drawings  of  the  prior  application 
has  not  been  retained  in  §  1.53(b).  The  comment  suggested  that 
§  1.53  contain  a  presumption  that  a  continuation  or  divisional 
be  presumed,  absent  evidence  to  the  contrary,  to  be  the  fifing  of 
an  application  identical  to  the  prior  apphcation. 

Response:  The  Court  of  Customs  and  Patent  Appeals  (CCPA) 
has  held  that  a  mere  reference  to  another  apphcation,  patent,  or 
publication  is  not  an  incorporation  of  anything  therein  into  the 
apphcation  containing  such  reference.  See  In  re  de  Seversky, 
AlA  F.2d  671,  177  USPQ144  (CCPA  1973);  see  also  Dart 
Industries  v.  Banner,  636  F.2d  684,  207  USPQ  273 
(CCPA  1980)  (related  decision).  These  decisions  relied  upon  In 
re  Lund,  376  F.2d  982,  153  USPQ625  (CCPA  1967),  which 
considered  the  incorporation  by  reference  issue  in  the  context 
of  whether  a  prior  art  patent  adequately  incorporated  by 
reference  a  prior  application.  The  court,  in  iMrui,  specifically 
stated: 

There  is  little  in  the  term  "continuation-in-part"  which  would 
suggest  to  the  reader  of  the  patent  that  a  disclosure  of  the 
nature  of  Example  2  is  present  in  the  earher  application  and 
should  be  considered  a  part  of  the  patent  specification.  Thus, 
we  cannot  agree  that  the  subject  matter  of  claim  3  is  tacitly 
"described"  in  the  Margerison  patent  within  the  meaning  of 
102(e).  Id  at  989,  153  USPQ  631-32  (footnote  discussing  the 
definition  of  "continuation-in-part"  as  set  forth  in  MPEP 
201.08  omitted).  While  the  holdings  in  Dart  Industries,  de 
Seversky  and  Lund  appear  to  be  based  upon  the  definitions  of 
the  various  categories  of  continuing  applications  set  forth  in 
the  MPEP  (and  thus  could  be  changed  by  a  revision  to  the 
MPEP),  the  Office  is  not  at  this  time  inclined  to  disturb  settled 
law  in  this  area. 


Response:  The  suggestion  is  being  taken  under  advisement  as 
part  of  a  comprehensive  efi'ort  by  the  Office  to  reengineer  the 
entire  patent  process.  However,  it  should  be  noted  that  any 
changes  to  the  current  second  action  final  practice  to  provide 
additional  examination  of  an  apphcation  prior  to  a  final  Office 
action  would  necessitate  a  corresponding  increase  in  patent 
fees. 

Comment  32:  One  comment  suggested  that  the  Office  simply 
eliminate  the  "true  copy"  requirement  of  §  1.60,  rather  than 
add  new  provisions  permitting  the  use  of  a  copy  of  the  oath  or 
declaration  of  a  prior  application.  The  comment  also  suggested 
that  the  Office  simply  amend  §  1.62  to  ehminate  the  require- 
ment that  the  Office  assign  a  new  application  number  to  the 
apphcation,  rather  than  add  a  new  §  1.53(d). 

Response:  The  amendments  to  §  1.53  do  not  simply  make 
minor  changes  to  §  1.60  and  §  1.62.  Sections  §  1.60  and  §  1.62 
are  anachronisms  that  have  outlived  their  usefulness.  A  signifi- 
cant number  of  apphcations  filed  under  §  1.60  do  not  meet  the 
requirements  of  §  1.60  (and,  as  such  are  improper),  but  would 
be  proper  under  §  1.53  (in  the  absence  of  a  reference  to  §  1.60). 
The  ehmination  of  §  1.60  will  result  in  a  reduction  in  the 
Office's  burden  in  treating  and  the  applicant's  burden  in 
correcting  these  improper  apphcations  under  §  1.60,  as  such 
applications  would  generally  have  been  proper  apphcations  if 
filed  under  §  1.53  (without  a  reference  to  §  1.60).  Section 
1.63(d)  retains  most  of  the  benefits  of  §  1.60,  but  ehminatesthe 
fifing  "traps"  of  §  1.60. 

Section  1.62  practice  also  causes  problems  concerning  its 
prohibition  against  including  a  new  or  substitute  specification, 
and  its  permitting  the  filing  of  a  continuation-in-part.  To  avoid 
continued  prosecution  apphcation  practice  under  §  1.53(d) 
being  confused  with  the  former  file-wrapper-continuation  prac- 
tice under  §  1.62,  the  Office  has  deemed  it  advisable  to  use  a 
new  §  1.53(d)  rather  than  §  1.62  in  regard  to  continued 
prosecution  apphcation  practice. 


Nevertheless,  an  apphcant  may  incorporate  by  reference  the 
prior  apphcation  by  including,  in  the  continuing  application- 
as-filed,  a  statement  that  such  specifically  enumerated  prior 
application  or  applications  are  "hereby  incorporated  herein  by 
reference."  The  inclusion  of  this  incorporation  by  reference  of 
the  prior  application(s)  will  permit  an  apphcant  to  amend  the 
continuing  application  to  include  any  subject  matter  in  such 
prior  apphcation(s),  without  the  need  for  a  petition. 

Section  1.54:  Section  1.54(b)  is  amended  to  add  the  phrase 
"unless  the  application  is  an  application  filed  under  §  1.53(d)." 
To  minimize  application  processing  delays  in  applications  filed 
under  §  1.53(d),  such  apphcations  will  not  be  processed  by  the 
Office  of  Initial  Patent  Examination  as  new  applications. 

No  comments  were  received  regarding  the  proposed  change  to 
§  1.54. 

Section  1.55:  Section  1.55(a)  is  amended  to  remove  the 
requirement  that  the  statement  be  verified  in  accordance  with 
the  change  to  §  1.4(d)(2)  and  §  10.18. 

No  comments  were  received  regarding  the  proposed  change  to 
§  1.55. 

Section  1.59:  Section  1.59  is  amended:  (1)  by  revising  the  title 
to  indicate  that  expungement  of  information  from  an  apphca- 
tion file  would  come  under  this  section;  (2)  by  revising  the 
existing  paragraph  and  designating  it  as  paragraph  (a)(1);  and 
(3)  by  adding  paragraphs  (a)(2),(b)  and  (c).  Section  1.59(a)(1) 
retains  the  general  prohibition  on  the  return  of  information 
submitted  in  an  application,  but  no  longer  limits  that  prohibi- 
tion to  an  application  that  has  been  accorded  a  filing  date  under 
§  1.53.  The  portion  of  the  paragraph  relating  to  the  Office 
furnishing  copies  of  application  papers  has  been  shifted  to  new 
paragraph  (c).  Section  1.59(a)(2)  makes  explicit  that  informa- 
tion, forming  part  of  the  original  disclosure  {i.e.,  written 
specification  including  the  claims,  drawings,  and  any  prelimi- 
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nary  amendment  specifically  incorporated  into  an  executed 
oath  or  declaration  under  §  1.63  and  §  1.175)  will  not  be 
expunged  from  the  application  file. 

Section  1.59(b)  provides  an  exception  to  the  general  prohibi- 
tion of  paragraph  (a)  on  the  expungement  and  return  of 
information  and  would  allow  for  such  when  it  is  established  to 
the  satisfaction  of  the  Commissioner  that  the  requested  ex- 
pungement and  return  is  appropriate.  Section  1.59(b)  covers 
the  current  practice  set  forth  in  MPEP  724.05  where  informa- 
tion is  submitted  as  part  of  an  information  disclosure  statement 
and  the  submitted  information  has  initially  been  identified  as 
trade  secret,  proprietary,  and/or  subject  to  a  protective  order 
and  where  applicant  may  file  a  petition  for  its  expungement 
and  return  that  will  be  granted  upon  a  determination  by  the 
examiner  that  the  information  is  not  material  to  patentability. 
Any  such  petition  should  be  submitted  in  reply  to  an  Office 
action  closing  prosecution  so  that  the  examiner  can  make  a 
determination  of  materiality  based  on  a  closed  record.  Any 
petition  submitted  earlier  than  close  of  prosecution  may  be 
dismissed  as  premature  or  returned  unacted  upon.  In  the  event 
pending  legislation  for  pre-grant  publication  of  applications, 
which  provides  public  access  to  the  application  file,  is  enacted, 
then  the  timing  of  petition  submissions  under  this  section  will 
be  reconsidered. 

Petitions  to  expunge  were  formerly  considered  under  §  1.182, 
with  the  OflSce  of  Petitions  consulting  with  the  examiner  on  the 
materiality  of  the  information  at  issue  prior  to  rendering  a 
decision.  A  possible  result  of  the  amendment  to  §  1.59  would 
be  to  have  petitions  under  §  1.59  to  expunge  simply  decided  by 
the  examiner  who  determines  the  materiality  of  the  informa- 
tion. 

Comment  35:  One  comment  suggested  that  petitions  to  ex- 
punge under  §  1.59  should  be  decided  by  Group  Directors  or 
officials  in  the  Office  of  Petitions,  rather  than  by  examiners. 
The  comment  argued  that  any  individual  examiner  would 
decide  such  a  petition  so  rarely  that  it  would  be  difficult  to 
produce  uniform  and  consistent  decisions. 

Response:  The  preamble  has  been  amended  to  reflect  that  a 
possible  result  of  the  rule  change  is  to  have  petitions  under  § 
1.59  decided  by  the  examiners.  The  heart  of  most  petitions  to 
expunge  is  a  determination  as  to  whether  the  material  sought  to 
be  expunged  is  material  to  examination,  a  matter  that  is  now 
referred  to  examiners  prior  to  a  decision  on  the  petition.  Given 
the  major  role  examiners  now  play  in  expungement  matters,  it 
is  not  clear  why  examiners  would  be  rendering  inconsistent 
decisions,  particularly  as  so  many  other  matters  are  routinely 
assigned  to  examiners  including  petitions  under  §  1.48.  Nev- 
ertheless, the  comment  is  not  germane  to  §  1.59  as  proposed 
(or  adopted),  but  concerns  the  internal  Office  delegation  of 
such  petitions  for  consideration.  Moreover,  a  petition  to 
expunge  a  part  of  the  original  disclosure  would  have  to  be  filed 
under  §  1.183  and  would  continue  to  be  decided  in  the  Office 
of  Petitions. 

Comment  36:  A  comment  in  requesting  some  examples  of 
things  that  may  be  expunged  asked  whether  a  design  code 
listing  as  an  appendix  in  an  application  may  be  expunged. 

Response:  The  standard  set  forth  in  paragraph  (b)  of  §  1.59 
permits  information  other  than  what  is  enumerated  in  para- 
graph (a)  of  the  section  to  be  expunged  if  it  is  established  to  the 
satisfaction  of  the  Commissioner  that  the  return  of  the  infor- 
mation is  appropriate.  The  types  of  information  and  rationales 
why  the  information  may  be  returned  are  varied  and  will  be 
evaluated  on  a  case-by-case  basis  with  the  basic  inquiry  being 
whether  the  information  is  material  to  examination  of  the 
application.  However,  to  the  extent  that  an  appendix  to  a 
specification  of  an  application  is  considered  part  of  the  original 
disclosure  it  cannot  be  expunged  from  the  file  under  § 
1.59(a)(2). 

Section  1.59(b)  also  covers  information  that  was  unintention- 
ally submitted  in  an  application,  provided  that:  (1)  the  Office 
can  effect  such  return  prior  to  the  issuance  of  any  patent  on  the 
application  in  issue;  (2)  it  is  stated  that  the  information 
submitted  was  unintentionally  submitted  and  the  failure  to 
obtain  its  return  would  cause  irreparable  harm  to  the  party  who 
submitted  the  information  or  to  the  party  in  interest  on  whose 
behalf  the  information  was  submitted;  (3)  the  information  has 
not  otherwise  been  made  public;  (4)  there  is  a  commitment  on 


the  part  of  the  petitioner  to  retain  such  information  for  the 
period  of  any  patent  with  regard  to  which  such  information  is 
submitted;  and  (5)  it  is  established  to  the  satisfaction  of  the 
Commissioner  that  the  information  to  be  returned  is  not 
material  information  under  §  1.56.  A  request  to  return  infor- 
mation that  has  not  been  clearly  identified  as  information  that 
may  be  later  subject  to  such  a  request  by  marking  and 
placement  in  a  separate  sealed  envelope  or  container  shall  be 
treated  on  a  case-by-case  basis.  It  should  be  noted  that  the 
Office  intends  to  start  electronic  scanning  of  all  papers  filed  in 
an  application,  and  the  practicality  of  expungement  from  the 
electronic  file  created  by  a  scanning  procedure  is  not  as  yet 
determinable.  Applicants  should  also  note  that  unidentified 
information  that  is  a  trade  secret,  proprietary,  or  subject  to  a 
protective  order  that  is  submitted  in  an  Information  Disclosure 
Statement  may  inadvertently  be  placed  in  an  Office  prior  art 
search  file  by  the  examiner  due  to  the  lack  of  such  identifica- 
tion and  may  not  be  retrievable. 

Section  1.59(b)  also  covers  the  situation  where  an  unintended 
heading  has  been  placed  on  papers  so  that  they  are  present  in 
an  incorrect  application  file.  In  such  a  situation,  a  petition 
should  request  return  of  the  papers  rather  than  transfer  of  the 
papers  to  the  correct  application  file.  Ihe  grant  of  such  a 
petition  will  be  governed  by  the  factors  enumerated  above  in 
regard  to  the  unintentional  submission  of  information.  Where 
the  Office  can  determine  the  correct  application  file  that  the 
papers  were  actually  intended  for,  based  on  identifying  infor- 
mation in  the  heading  of  the  papers  (e.g..  Application  number, 
filing  date,  title  of  invention  and  inventor(s)  name(s)),  the 
Office  will  transfer  the  papers  to  the  correct  application  file  for 
which  they  were  intended  without  the  need  of  a  petition. 

Section  1 .59(c)  retains  the  practice  that  copies  of  application 
papers  will  be  furnished  by  the  Office  upon  request  and 
payment  of  the  cost  for  supplying  such  copies. 

Section  1.60:  Section  1.60  is  removed  and  reserved.  Section 
1.60  is  now  unnecessary  due  to  the  amendment  to  §  1.63(d)  to 
expressly  permit  the  filing  in  a  continuation  or  divisional 
application  using  a  copy  of  the  oath  or  declaration  filed  in  the 
prior  application,  and  to  provide  (§  1.63(d)(2))  for  the  filing  of 
a  continuation  or  divisional  application  by  all  or  by  fewer  than 
all  the  inventors  named  in  a  prior  application. 

See  comments  relating  to  §  1.53. 

Section  1.62:  Section  1.62  is  removed  and  reserved.  Section 
1.62  is  unnecessary  due  to  the  addition  of  §  1.53(d)  to  permit 
the  filing  of  a  continued  prosecution  application. 

It  is  anticipated  that  applications  purporting  to  be  applications 
filed  under  §  1.60  or  §  1.62  will  be  filed  until  the  deletion  of  § 
1.60  and  §  1.62  become  well  known  among  patent  practitio- 
ners. An  application  purporting  to  be  an  application  filed  under 
§  1.60  will  simply  be  treated  as  a  new  application  filed  under 
§  1.53  {i.e.,  the  reference  to  §  1.60  will  simply  be  ignored). 

Applications  purporting  to  be  an  application  filed  under  §  1.62 
will  be  treated  as  continued  prosecution  applications  under  § 
1.53(d),  and  those  applications  that  do  not  meet  the  require- 
ments of  §  1.53(d)  [e.g.,  continuation-in-part  applications  or 
continuations  or  divisional  of  applications  filed  before  June  8, 
1995)  will  be  treated  as  improper  continued  prosecution 
applications  under  §  1.53(d).  Such  an  improper  application 
under  §  1.53(d)  may  be  accepted  and  treated  as  a  proper 
application  under  §  1.53(b)  by  way  of  petition  under  §  1.53(e) 
(and  submission  of  the  $130  fee  pursuant  to  §  1.17(i)). 

A  petition  under  §  1.53(e)  to  accept  and  treat  an  improper 
application  under  §  1.53(d)  as  a  proper  application  under  § 
1.53(b)  must  include:  (1)  the  $130  petition  fee;  (2)  a  true  copy 
of  the  complete  application  designated  as  the  prior  application 
in  the  purported  §  1.62  application  papers;  (3)  any  amendments 
entered  in  the  prior  application;  and  (4)  any  amendments 
submitted  but  not  entered  in  the  prior  application  and  directed 
to  be  entered  in  the  purported  §  1.62  application  papers.  In  an 
application  purporting  to  be  a  continuation  or  divisional 
application  under  §  1.62,  the  true  copy  of  the  prior  application 
will  constitute  the  original  disclosure  of  the  application  under 
§  1.53(b),  and  any  amendments  entered  in  the  prior  application 
or  not  entered  in  the  prior  application  but  directed  to  be  entered 
in  the  purported  §  1.62  application  papers  and  submitted  with 
the  §  1.53(e)  petition  will  be  entered  in  the  application  under 
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§  1.53(b)  and  considered  by  the  examiner  for  new  matter  under 
35  U.S.C.  112,  ^  1,  and  132.  In  an  application  purporting  to  be 
a  continuation-in-part  application  under  §  1.62,  the  true  copy 
of  the  prior  application,  any  amendments  entered  in  the  prior 
application  or  not  entered  in  the  prior  application  but  directed 
to  be  entered  in  the  purported  §  1.62  appUcation  papers  and 
submitted  with  the  §  1.53(e)  petition,  and  any  preliminary 
amendment  submitted  with  the  purported  §  1.62  application 
will  constitute  the  original  disclosure  of  the  application  under 
§  1.53(b).  See  comments  relating  to  §  1.53. 

Section  1.63:  Section  1.63(a)(3)  is  amended  to  require  the  post 
office  address  to  appear  in  the  oath  or  declaration  and  to  have 
the  requirement  from  §  1.41(a)  for  the  full  names  of  the 
inventors  placed  therein. 

Comment  37:  Two  comments  raised  the  issue  regarding  the 
continued  requirement  that  both  a  post  office  address  and  a 
residence  be  supplied  and  indicated  that  the  residence  is  not 
required  by  statute,  the  post  office  address  is  sufficient  for 
communication  purposes,  and  that  the  burden  of  submitting 
both  far  outweighs  the  infrequent  need  to  contact  any  particu- 
lar inventor  by  passing  counsel  so  that  the  residence  alone 
should  be  sufficient. 

Response:  Under  the  proposed  comment  the  applicants  would 
still  be  required  to  submit  either  the  residence  or  post  office 
address.  To  request  that  they  also  supply  the  other  or  state  that 
both  are  the  same  is  not  seen  to  be  a  significant  burden  as  the 
information  is  to  be  supplied  on  the  oath  or  declaration  form 
that  they  must  sign  anyway  and  spaces  can  be  provided  to 
ensure  that  the  information  is  supplied.  While  neither  the 
residence  nor  the  post  office  address  are  statutory  require- 
ments, the  Office  requires  this  information  for  the  applicant's 
benefit.  As  more  than  one  person  may  have  the  same  name,  a 
person's  name  is  often  not  sufficient  to  provide  a  unique 
identification  of  the  inventor.  Thus,  the  Office  also  requires  an 
inventor's  residence  (which  is  not  required  to  be  sufficiently 
detailed  to  suffice  as  a  post  office  address)  to  specifically 
identify  the  person(s)  named  in  the  oath  or  declaration  as  the 
inventor(s),  which  is  a  common  practice  for  legal  documents. 
The  post  office  address  is  also  required  in  the  event  that  the 
Office  finds  it  necessary  to  directly  contact  the  inventor(s).  It  is 
not  uncommon  for  an  inventor  to  revoke  a  power  of  attorney  or 
authorization  of  agent  in  a  paper  providing  no  address  for 
fumre  correspondence  from  the  Office.  Also,  the  Office  will 
need  to  directly  contact  the  inventor  if  the  Office  is  notified  of 
the  death  of  a  sole  attorney  or  agent  of  record  (MPEP  406). 

Section  1.63(d)  is  amended  to:  (1)  relocate  its  current  language 
in  a  new  §  1.63(e);  and  (2)  provide  that  a  newly  executed  oath 
or  declaration  is  not  required  under  §  1.51(b)(2)  and  §  1.53(f) 
in  a  continuation  or  divisional  application  filed  by  all  or  by 
fewer  than  all  of  the  inventors  named  in  a  prior  nonprovisional 
application  containing  an  oath  or  declaration  as  prescribed  by 
§  1.63,  provided  that  a  copy  of  the  executed  oath  or  declaration 
filed  in  the  prior  application  is  submitted  for  the  continuation 
or  divisional  application  and  the  specification  and  drawings 
filed  in  the  continuation  or  divisional  application  contain  no 
matter  that  would  have  been  new  matter  in  the  prior  applica- 
tion. The  copy  of  the  oath  or  declaration  must  show  the 
signature  of  the  inventor(s)  or  contain  an  indication  thereon 
that  the  oath  or  declaration  was  signed  {e.g.,  the  notation  "/s/" 
on  the  line  provided  for  the  signature). 

A  continuation  or  divisional  application  may  be  filed  under  35 
U.S.C.  111(a)  using  the  procedures  set  forth  in  §  1.53(b),  by 
providing  either:  (1)  a  copy  of  the  prior  application,  including 
a  copy  of  the  oath  or  declaration  in  such  prior  application,  as 
filed;  or  (2)  a  new  specification  and  drawings  and  a  copy  of  the 
oath  or  declaration  as  filed  in  the  prior  application  so  long  as 
no  matter  is  included  in  the  new  specification  and  drawings 
that  would  have  been  new  matter  in  the  prior  application.  The 
specification  and  drawings  of  a  continuation  or  divisional 
application  is  not  limited  to  a  reproduction  or  "true  copy"  of 
the  prior  application,  but  may  be  revised  for  clarity  or 
contextual  purposes  vis-a-vis  the  prior  application  in  the 
manner  that  an  applicant  may  file  a  substitute  specification  (§ 
1.125)  or  amend  the  drawings  of  an  application  so  long  as  it 
does  not  result  in  the  introduction  of  new  matter.  Of  course,  35 
U.S.C.  115  requires  that  a  supplemental  oath  or  declaration 
meeting  the  requirements  of  §  1 .63  be  filed  in  the  continuation 
or  divisional  application,  if  a  claim  is  allowed  in  the  continu- 
ation or  divisional  application  which  is  drawn  to  subject  matter 


originally  shown  or  described  in  the  prior  application  but  not 
substantially  embraced  in  the  statement  of  the  invention  or 
claims  originally  presented  in  the  prior  application  as  filed.  See 
§  1.67(b). 

The  patent  statute  and  rules  of  practice  do  not  require  that  an 
oath  or  declaration  include  a  date  of  execution,  and  the 
Examining  Corps  has  been  directed  not  to  object  to  an  oath  or 
declaration  as  lacking  either  a  recent  date  of  execution  or  any 
date  of  execution.  The  appUcant's  duty  of  candor  and  good 
faith  including  compliance  with  the  duty  of  disclosure  require- 
ments of  §  1.56  is  continuous  and  applies  to  the  continuing 
application. 

A  new  application  containing  a  copy  of  an  oath  or  declaration 
under  §  1.63  referring  to  an  attached  specification  is  indistin- 
guishable from  a  continuation  or  divisional  application  con- 
taining a  copy  of  an  oath  or  declaration  from  a  prior  applica- 
tion submitted  pursuant  to  §  1.63(d).  Unless  an  application  is 
submitted  with  a  statement  that  the  application  is  a  continua- 
tion or  divisional  application  (  §  1.78(a)(2)),  the  Office  will 
process  such  application  as  a  new  non-continuing  application. 
Applicants  are  advised  to  clearly  designate  any  continuation  or 
divisional  application  as  such  to  avoid  the  issuance  of  a  filing 
receipt  that  does  not  indicate  that  the  application  is  a  continu- 
ation or  divisional. 

To  continue  the  practice  in  §  1 .60(b)(4)  of  permitting  the  filing 
of  a  continuation  or  divisional  application  by  all  or  by  fewer 
than  all  of  the  inventors  named  in  a  prior  application  without 
a  newly  executed  oath  or  declaration,  new  §  1.63(d)(2) 
provides  that  the  copy  of  the  oath  or  declaration  submitted  for 
a  continuation  or  divisional  application  under  §  1.63(d)  must 
be  accompanied  by  a  statement  from  applicant,  counsel  for 
applicant  or  other  authorized  party  requesting  the  deletion  of 
the  names  of  the  person  or  persons  who  are  not  inventors  in  the 
continuation  or  divisional  application.  Where  the  continuation 
or  divisional  application  and  copy  of  the  oath  or  declaration 
from  the  prior  application  is  filed  without  a  statement  from  an 
authorized  party  requesting  deletion  of  the  names  of  any 
person  or  persons  named  in  the  prior  application,  the  continu- 
ation or  divisional  application  will  be  treated  as  naming  as 
inventors  the  person  or  persons  named  in  the  copy  of  the 
executed  oath  or  declaration  from  the  prior  application.  Ac- 
cordingly, if  a  petition  under  §  1 .48(a)  or  (c)  was  granted  in  the 
prior  application,  an  oath  or  declaration  filed  in  a  continuation 
or  divisional  application  pursuant  to  §  1.63(d)  should  be  the 
oath  or  declaration  also  executed  by  the  added  inventor(s).  For 
situations  where  an  inventor  or  inventors  are  to  be  added  in  a 
continuation  or  divisional  application,  see  §  1.63(d)(5). 

The  statement  requesting  the  deletion  of  the  names  of  the 
person  or  persons  who  are  not  inventors  in  the  continuation  or 
divisional  application  must  be  signed  by  person(s)  authorized 
pursuant  to  §  1.33(b)  to  sign  an  amendment  in  the  continuation 
or  divisional  application. 

Section  1.63(d)(3)  provides  for  the  situation  in  which  the 
executed  oath  or  declaration  of  which  a  copy  is  submitted  for 
a  continuation  or  divisional  application  was  originally  filed  in 
a  prior  application  accorded  status  under  §  1.47.  Section 
1.63(d)(3)(i)  requires  a  copy  of  any  decision  granting  a  petition 
to  accord  §  1.47  status  to  such  appUcation,  unless  each 
nonsigning  inventor(s)  or  legal  representative  (pursuant  to  § 
1.42  or  §  1.43)  has  filed  an  oath  or  declaration  to  join  in  an 
application  of  which  the  continuation  or  divisional  application 
claims  a  benefit  under  35  U.S.C.  120,  121  or  365(c).  Where  a 
nonsigning  inventor  or  legal  representative  (pursuant  to  §  1 .42 
or  §  1.43)  subsequently  joins  in  any  appUcation  of  which  the 
continuation  or  divisional  appUcation  claims  a  benefit  under  35 
U.S.C.  120,  121  or  365(c),  §  1.63(d)(3)(u)  also  requires  a  copy 
of  any  oath  or  declaration  filed  by  an  inventor  or  legal 
representative  to  subsequently  join  in  such  application. 

Section  1.63(d)(4)  provides  that  where  the  power  of  attorney 
(or  authorization  of  agent)  or  correspondence  address  was 
changed  during  the  prosecution  of  the  prior  application,  the 
change  in  power  of  attorney  (or  authorization  of  agent)  or 
correspondence  address  must  be  identified  in  the  continuation 
or  divisional  appUcation,  or  the  Office  may  not  recognize  in  the 
continuation  or  divisional  application  the  change  of  power  of 
attorney  (or  authorization  of  agent)  or  correspondence  address 
during  the  prosecution  of  the  prior  application. 
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A  newly  executed  oath  or  declaration  will  continue  to  be 
required  in  a  continuation  or  divisional  application  naming  an 
inventor  not  named  in  the  prior  application,  or  a  continuation- 
in-part  apphcation.  and  §  1.63(d)(5)  expressly  states  that  a 
newly  executed  oath  or  declaration  must  be  filed  in  a  continu- 
ation or  divisional  application  naming  an  inventor  not  named 
in  the  prior  application. 

New  §  1.63(e)  provides  that  a  newly  executed  oath  or 
declaration  must  be  filed  in  a  continuation-in-part  application, 
which  application  may  name  all,  more,  or  fewer  than  all  of  the 
inventors  named  in  the  prior  application,  and  includes  the 
language  relocated  from  former  §  1.63(d)  concerning  an  oath 
or  declaration  in  a  continuation-in-part  application. 

Comment  38:  One  comment  suggested  that  the  practice  of 
permitting  the  use  of  an  executed  oath  or  declaration  of  a  prior 
application  creates  a  trap  for  the  unwary  in  the  situation  in 
which  an  applicant  believes  in  error  that  no  new  matter  has 
been  added  in  the  "continuation"  application  and  does  not  file 
a  new  declaration. 

Response:  The  situation  outlined  in  the  comment  is  less  of  a 
trap  for  the  unwary  than  the  situation  in  which  an  applicant 
files  a  substitute  specification  and  believes  in  error  that  no  new 
matter  has  been  added,  in  that  the  error  in  the  "continuation" 
may  be  corrected  by  redesignation  of  the  application  as  a 
continuation-in-part  and  the  filing  of  a  new  oath  or  declaration. 
Nevertheless,  it  remains  the  applicant's  responsibility  to  re- 
view any  substitute  specification  or  new  specification  submit- 
ted for  a  continuation  application  to  determine  that  it  contains 
no  new  matter.  See  MPEP  608.01(q).  An  applicant  is  advised  to 
simply  file  a  continuing  application  with  a  newly  executed  oath 
or  declaration  when  it  is  questionable  as  to  whether  the 
continuing  application  adds  material  that  would  have  been  new 
matter  if  presented  in  the  prior  application. 

Comment  39:  One  comment  suggested  that  the  option  of 
submitting  "a  copy  of  an  unexecuted  oath  or  declaration,  and 
a  statement  that  the  copy  is  a  true  copy  of  the  oath  or 
declaration  that  was  subsequently  executed  and  filed  to  com- 
plete ...  the  most  immediate  prior  national  application  for 
which  priority  is  claimed  under  35  U.S.C.  120,  121  or  365(c)" 
was  strange  at  best  as  the  applicant  or  representative  should 
have  a  copy  of  the  oath  or  declaration  that  was  filed  to 
complete  the  prior  application  or  could  obtain  one  from  Office 
records. 

Response:  The  suggestion  is  adopted.  Section  1.63(d)  as 
adopted  provides  that:  "  newly  executed  oath  or  declaration  is 
not  required  under  §  1.51(b)(2)  and  §  1.53(f)  in  a  continuation 
or  divisional  application  filed  by  all  or  by  fewer  than  all  of  the 
inventors  named  in  a  prior  nonprovisional  application  contain- 
ing an  oath  or  declaration  as  prescribed  by  paragraphs  (a) 
through  (c)  of  this  section,  provided  that  a  copy  of  the  executed 
oath  or  declaration  filed  in  the  prior  application  is  submitted 
for  the  continuation  or  divisional  application." 

Comment  40:  One  comment  questioned  whether  §  1.53  (or  § 
1.63)  is  consistent  with  §  1.48  as  to  whether  the  oath  or 
declaration  filed  in  a  continuing  application  adding  an  inventor 
must  be  executed  by  all  of  the  inventors,  or  just  the  added 
inventor. 

Response:  The  oath  or  declaration  filed  in  a  continuing 
application  adding  an  inventor  or  a  continuation-in-part  appli- 
cation must  name  and  be  executed  by  all  of  the  inventors. 
Sections  §  1.48  and  §  1.63(e)  are  consistent  in  this  regard. 

Comment  41:  One  comment  questioned  whether,  in  a  continu- 
ation or  divisional  application  following  a  chain  of  continua- 
tion or  divisional  applications,  the  copy  of  the  executed  oath  or 
declaration  may  be  a  copy  of  the  oath  or  declaration  filed  in  the 
immediate  prior  application  (which  may  itself  be  a  copy  of  an 
oath  or  declaration  from  a  prior  application),  or  must  be  a 
direct  copy  of  the  originally  executed  oath  or  declaration. 

Response:  Section  1.63(d)  requires  a  copy  of  the  oath  or 
declaration  from  the  prior  application.  In  instances  in  which 
the  oath  or  declaration  filed  in  the  prior  application  is  itself  a 
copy  of  an  oath  or  declaration  from  a  prior  application,  either 
a  copy  of  the  copy  of  the  oath  or  declaration  in  the  prior 


application  or  a  direct  copy  of  the  original  oath  or  declaration 
is  acceptable,  as  both  are  a  copy  of  the  oath  or  declaration  in 
the  prior  application.  See  §  1.4(d)(l)(ii). 

Section  1.67:  Section  1.67  paragraph  (b)  is  amended  to  change 
"  §  1.53(d)(1)"  to  "  §  1.53(f)"  for  consistency  with  §  1.53. 

No  comments  were  received  regarding  §  1 .67. 

Section  1.69:  Section  1.69(b)  is  amended  to  remove  the 
requirement  that  the  translation  be  verified  in  accordance  with 
the  change  to  §  1.4(d)(2)  and  §  10.18.  Section  1.69(b)  is  also 
amended  to  clarify  the  need  for  a  statement  that  the  translation 
being  offered  is  an  accurate  translation,  as  in  §  1.52  paragraphs 
(a)  and  (d). 

Two  comments  were  received  in  regard  to  §  1.69  that  also 
raised  similar  issues  in  regard  to  §  1.52,  which  comments  are 
treated  with  §  1.52. 

Section  §  1.78:  Section  §  1.78(a)(1)  is  amended  to  remove  the 
references  to  §  1 .60  and  §  1 .62  in  view  of  the  deletion  of  §  1 .60 
and  §  1.62,  and  to  include  a  reference  to  an  "international 
application  entitled  to  a  filing  date  in  accordance  with  PCT 
Article  11  and  designating  the  United  States  of  America." 
Section  §  1.78(a)(2)  is  amended  for  consistency  with  the 
changes  to  §  1.53,  and  to  provide  that  "[t]he  identification  of  an 
application  by  application  number  under  this  section  is  the 
specific  reference  required  by  35  U.S.C.  120  to  every  applica- 
tion assigned  that  application  number." 

No  comments  were  received  regarding  the  proposed  change  to 

§  1.78. 

Section  1.84:  Section  1.84(b)  is  amended  by  removing  refer- 
ences to  the  filing  of  black  and  white  photographs  in  design 
applications  as  unnecessary  in  view  of  the  reference  in  §  1.152 
to  §  1.84(b).  Section  1.84  paragraphs  (c)  and  (g)  are  amended 
for  consistency  in  regard  to  the  English  equivalents  (5/8  inch.) 
for  §  1.5  cm. 

No  adverse  comments  were  received  regarding  the  proposed 
change  to  §  1.84. 

Section  §  1.91:  The  title  of  §  1.91  is  amended  to  clarify  that  a 
certain  type  of  material  is  not  generally  admitted  in  the  file 
record  by  substitution  of  "admitted"  for  "required." 

Section  §  1.91  is  also  amended  to  clarify  the  type  of  material 
that  is  not  generally  admitted  into  the  file  record  of  an 
application.  Section  §  1.91(a)  specifically  requires  a  petition 
(with  the  fee  set  forth  in  §  1.17(i))  including  an  appropriate 
showing  why  entry  of  the  model  or  exhibit  into  the  file  record 
is  necessary  to  demonstrate  patentability,  unless  the  model  or 
exhibit:  (1)  substantially  conforms  with  §  1.52  or  §  1.84;  or  (2) 
was  required  by  the  Office. 

Section  §  1.91  is  also  amended  to  state  that  a  model,  working 
model  or  other  physical  exhibit,  whose  submission  by  appli- 
cants is  generally  not  permitted,  may  be  required  by  the  Office 
if  deemed  necessary  for  any  purpose  in  the  examination  of  the 
application.  This  language  is  moved  from  §  1.92. 

Comment  42:  Several  adverse  comments  were  received  ex- 
pressing concern  that  the  addition  of  the  term  "exhibits"  to  the 
bar  against  admission  of  models,  unless  specifically  required 
by  the  Office,  would  prevent  applicants  from  making  their  best 
possible  case  for  patentability,  and  that  exhibits  would  be 
interpreted  by  the  Office  as  barring  two-dimensional  as  well  as 
three-dimensional  exhibits. 

Response:  The  preamble  of  the  proposed  rule  indicated  that  the 
change  to  the  rule  is  in  the  nature  of  a  clarification  and  not  a 
change  in  practice.  Further  clarification  has  been  added  to  the 
rule  by  reference  to  §  1.52  or  §  1.84  and  to  the  instant 
discussion  of  the  rule  to  indicate  that  the  use  of  the  term 
"exhibits"  is  in  the  nature  of  other  three-dimensional  models, 
such  as  videos,  and  will  not  bar  two-dimensional  exhibits 
currently  being  accepted.  Additionally,  a  petition  route  has 
been  added  to  the  rule  that  would  permit  entry  of  three- 
dimensional  models  or  exhibits  where  they  are  necessary  to 
establish  patentability.  Section  §  1.91  is  also  amended  to 
expressly  provide  for  the  filing  of  a  petition  thereunder  (rather 
than  to  require  the  filing  of  a  petition  under  §  1.183)  such  that 
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an  applicant  may  gain  entry  of  a  model  or  exhibit,  without  a 
showing  of  an  extraordinary  situation  where  justice  requires 
grant  of  the  relief  sought. 

The  fact  that  a  three-dimensional  model  or  exhibit  will  not 
generally  be  entered  in  the  record  absent  an  appropriate 
showing  does  not  prevent  an  applicant  from  showing  the 
exhibit  to  the  examiner  for  purposes  of  clarifying  the  examin- 
er's understanding  of  the  invention  and  reducing  the  model  or 
exhibit  to  two-dimensional  conformance  with  §  1.52  or  §  1.84 
for  entry  of  that  reduction  to  the  record  (which  issues  are 
separate  and  distinct  from  the  questions  as  to  whether  the  later 
presented  material  was  originally  required  for  an  understand- 
ing of  the  invention  and  its  subsequent  addition  being  subject 
to  a  new  matter  objection  under  35  U.S.C.132). 

Due  to  the  unusual  diflBculties  of  storage  for  three-dimensional 
materials  and  little  demonstrated  need  for  their  presence  in  the 
file  record  over  what  would  be  provided  for  via  petition  under 
§  1.91,  it  is  not  seen  to  be  appropriate  to  permit  unrestricted 
entry  of  three-dimensional  exhibits  in  the  file  record. 
Section  §  1.92:  Section  §  1.92  is  removed  and  reserved  and  the 
language  transferred  to  §  1.91(b)  for  improved  contextual 
purposes. 

No  comments  were  received  regarding  the  proposed  change  to 
§  1.92. 

Section  §  1.97:  Sections  §  1.97(c)  through  (e)  are  amended  by 
replacement  of  "certification"  by  "statement"  (see  comments 
relating  to  §  1.4(d)),  and  by  clarifying  the  current  use  of 
"statement"  by  the  terms  "information  disclosure." 

Section  §  1.97(e)(2)  is  further  amended  to  replace  "or"  by 
"and"  to  require  that  no  item  of  information  contained  in  the 
information  disclosure  statement  was  cited  in  a  communication 
from  a  foreign  patent  office  in  a  counterpart  foreign  applica- 
tion, and,  to  the  knowledge  of  the  person  signing  the  statement, 
after  making  reasonable  inquiry,  no  item  of  information 
contained  in  the  information  disclosure  was  known  to  any 
individual  designated  in  §  1.56(c)  more  than  three  months  prior 
to  the  filing  of  the  information  disclosure  statement.  The  use  of 
"and"  rather  than  "or"  is  in  keeping  with  the  intent  of  the  rule 
as  expressed  in  the  MPEP609(B)(2)(ii),  that  the  conjunction  be 
conjunctive  rather  than  disjunctive.  The  mere  absence  of  an 
item  of  information  from  a  foreign  patent  office  communica- 
tion was  clearly  not  intended  to  represent  an  opportunity  to 
delay  the  submission  of  the  item  when  known  more  than  three 
months  prior  to  the  fifing  of  an  information  disclosure  state- 
ment to  an  individual  having  a  duty  of  disclosure  under  §  1.56. 

No  comments  were  received  regarding  the  proposed  change  to 
§  1.97. 

Section  1.101:  Section  1.101  is  removed  and  reserved  as 
relating  to  internal  Office  instructions. 

Comment  43:  A  number  of  comments  opposed  the  deletion  of 
the  rules  that  solely  govern  Office  procedure.  The  reasons 
given  for  this  opposition  are:  (1)  the  Office  should  subject  its 
procedures  to  the  notice  and  comment  provisions  of  the 
Administrative  Procedure  Act  (APA);  (2)  the  inclusion  of  such 
procedures  in  the  rules  of  practice  imparts  the  force  and  effect 
of  law  to  such  procedures;  (3)  the  greater  deference  given  to 
procedures  set  forth  in  the  rules  of  practice,  rather  than  the 
MPEP,  during  court  action. 

Response:  The  CCPA  has  held  that  applicants  before  the  Office 
are  entitled  to  rely  not  onlyon  the  patent  statute  and  rules  of 
practice,  but  on  the  provisions  of  the  MPEP,  during  the 
prosecution  of  an  application  for  patent.  See  In  re  Kaghan,  387 
F.2d  398,  401,  156  USPQ130,  132  (CCPA  1967).  Thus,  there 
is  in  practice  little,  if  any,  benefit  to  appUcants  before  the  Office 
in  having  the  Office  procedure  set  forth  in  the  rules  of  practice, 
rather  than  the  MPEP  In  any  event,  no  comment  pointed  to  any 
specific  decision,  and  the  Office  is  not  aware  of  any  decision, 
in  which  the  result  turned  on  the  inclusion  of  Office  procedure 
in  the  rules  of  practice  (rather  than  simply  in  the  MPEP). 

Nevertheless,  in  view  of  the  concern  expressed  in  the  com- 
ments as  to  the  rules  of  practice  setting  forth  the  fundamentals 
of  the  examination  of  an  application,  the  Office  will  retain  the 
substance  of  §  1.104  and  §  1.105  in  the  rules  of  practice.  See 
In  re  Phillips,  608  F.2d  879,883  n.6,  203  USPQ  971,  974  n.6 


(CCPA  1979)  (although  irrelevant  to  the  result,  the  Office  was 
criticized  for  piecemeal  examination  contrary  to  §  1.104  and  § 
1.105).  The  substance  of  §  1.104,  §  1.105,  §  1.106,  §  1.107, 
and  §  1.109,  however,  will  be  combined  into  §  1.104  para- 
graphs (a)-(e). 

The  Office  will  also  retain  §  1.351  in  the  rules  of  practice,  as 
it  has  been  refied  upon  as  the  notice  that  the  Office  will  provide 
concerning  changes  to  the  rules  of  practice  in  37  CFR  Part  1. 
See  In  re  Nielson,  816  R2d  1567,  1571,  2  USPQ2d  1525,  1527 
(Fed.  Cir.  1987).  FinaUy,  the  Office  will  retain  §  1.181 
paragraphs  (d),  (e),  and  (g)  to  avoid  confusing  petition  prac- 
tice, and  §  1.325  to  avoid  confusion  as  to  the  requirements  for 
correction  of  a  patent.  The  Office,  however,  will  delete  §  1.101, 
§  1.108,  §  1.122,  §  1.184,  §  1.318,  and  §  1.352  from  37  CFR 
Part  1.  The  procedures  set  forth  in  §  1.101,  §  1.122,  §  1.184 
and  §  1.318  do  not  provide  meaningful  safeguards  to  appU- 
cants {e.g.,  §  1.101  does  not  ensure  or  give  an  applicant  the 
right  to  examination  of  an  appfication  within  any  reasonably 
specific  time  frame).  The  proscription  in  §  1.108  is  simply  an 
administrative  instruction  based  upon  the  fact  that,  unless 
otherwise  publicly  available,  abandoned  applications  do  not 
constitute  prior  art  under  35  U.S.C.  102  (and  tJius  103).  Finally, 
as  former  §  1.352  included  a  "whenever  required  by  law" 
prerequisite,  it  provided  no  independent  requirement  that  the 
Office  publish  proposed  rule  changes  for  comment. 

Section  1.102:  Section  1.102(a)  is  amended  to  remove  the 
requirement  that  the  showing  be  verified  in  accordance  with 
the  change  to  §  1.4(d)(2)  and  §  10.18. 

No  comments  were  received  regarding  the  proposed  change  to 
§  1.102. 

Section  1.103:  Section  1.103(a)  is  amended  by  replacement  of 
"response"  with  "reply"  in  accordance  with  the  change  to  § 
1.111. 

No  comments  were  received  regarding  the  proposed  change  to 
§  1.103. 

Section  1.104:  Section  1.104  is  amended  to  include  paragraphs 
(a)  through  (e)  including  the  substance  of  former  §  1.104,  § 
1.105,  §  1.106,  §  1.107,  and  §  1.109.  The  re- writing  of  §  1.104, 
§  1.105,  §  1.106,  §  1.107,  and  §  1.109  as  §  1.104(a)  through  (e) 
involves  no  change  in  substance. 

See  comment  relating  to  §  1.101. 

Section  1.105:  Section  1.105  is  removed  and  reserved  as  the 
subject  matter  was  transferred  to  §  1.104(b). 

See  comment  relating  to  §  1.101. 

Section  1.106:  Section  1.106  is  removed  and  reserved  as  the 
subject  matter  was  transferred  to  §  1.104(c). 

See  comment  relating  to  §  1.101. 

Section  1.107:  Section  1.107  is  removed  and  reserved  as  the 
subject  matter  was  transferred  to  §  1.104(d). 

See  comment  relating  to  §  1.101. 

Section  1.108:  Section  1.108  is  removed  and  reserved  as 
relating  to  internal  Office  instructions. 

See  comment  relating  to  §  1.101. 

Section  1.109:  Section  1.109  is  removed  and  reserved  as  the 
subject  matter  was  transferred  to  §  1.104(e). 

See  comment  relating  to  §  1.101. 

Section  1.111:  Section  1.111  is  amended  to  consistently  refer  to 
a  "reply"  to  an  Office  action.  The  prior  section  used  the  term 
"response"  and  "reply"  in  an  inconsistent  manner  and  created 
some  confusion.  Paragraph  (b)  of  §  1.111  is  also  amended  to 
explicitly  recognize  that  a  reply  must  be  reduced  to  a  writing 
which  must  point  out  the  specific  distinctions  believed  to 
render  the  claims,  including  any  newly  presented  claims, 
patentable.  It  is  noted  that  an  examiner's  amendment  reducing 
a  telephone  interview  to  writing  would  comply  with  §  1.2. 
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Comment  44:  One  comment  asked  whether  pointing  out  one 
distinction  is  sufficient  or  must  apphcant  provide  an  exhaustive 
list  of  all  distinctions.  Additionally,  inquiry  is  made  as  to 
whether  it  is  sufficient  to  point  out  the  impropriety  of  a 
rejection  under  35  U.S.C.  102  that  should  have  been  a  rejection 
under  35  U.S.C.  103,  or  must  a  rejection  under  35  U.S.C.  103 
be  anticipated  and  answered. 

Response:  A  distinction  should  be  kept  in  mind  between  what 
is  necessary  for  a  reply  to  be  considered  sufficient  to  continue 
prosecution  of  the  application  and  what  will  advance  the 
application  to  issuance  in  the  most  efficient  manner.  While 
pointing  out  only  one  distinction,  such  as  why  a  rejection  under 
35  U.S.C.  102  is  inappropriate,  would  comply  with  the 
requirements  of  §  1.111,  advancement  of  the  prosecution  of  the 
application  would  best  be  served  by  pointing  out  all  possible 
distinctions,  so  that  if  the  argument  for  one  distinction  is  not 
persuasive,  another  may  be.  Similarly,  anticipation  of  and 
argument  against  a  rejection  under  35  U.S.C.  103  where  a 
rejection  under  35  U.S.C.  102  should  have  been  made  under  35 
U.S.C.  103  could  possibly  prevent  making  of  the  rejection 
under  35  U.S.C.  103  by  the  examiner  and  an  earlier  issuance  of 
the  application  thereby  preserving  patent  term  under  35  U.S.C. 
154  as  amended  by  Pub.  L.  103-465. 

Comment  45:  Three  comments  pointed  to  instances  where  a 
reply  would  not  necessarily  require  that  distinctions  be  pointed 
out,  such  as:  (1)  where  context  and  arguments  presented  make 
the  distinctions  clear  beyond  doubt;  (2)  where  a  prima  facie 
case  has  not  been  established  or  motivation  for  modification  of 
a  reference  is  lacking;  (3)  a  secondary  reference  is  from  a 
nonanalogous  art  improperly  combined;  or  (4)  no  reference  has 
been  applied. 

Response:  The  comment  has  been  adopted  to  the  extent  that  the 
paragraph  (b)  of  the  rule  has  been  amended  to  refer  to  "any" 
rather  than  "the"  applied  references.  Any  argument  that  would 
make  the  distinctions  clear  beyond  doubt  would  seem  to 
require  identification  of  the  distinctions  therein.  Where  a  reply 
contains  an  argument  that  motivation  for  a  modification  of  a 
reference  made  by  an  examiner  does  not  exist,  or  that  a 
nonanalogous  secondary  reference  has  been  improperly  com- 
bined, the  identification  of  the  claim  element  involved  and  the 
particular  factual  basis  that  makes  the  modification  or  combi- 
nation relating  to  that  claim  element  inappropriate  are  neces- 
sary elements  of  a  reply.  That  an  applicant  considers  a 
rejection,  objection,  or  other  requirement  in  an  Office  action  to 
be  inappropriate  does  not  relieve  the  applicant  of  the  burden 
under  35  U.S.C.  133  of  prosecuting  the  application  to  avoid 
abandonment. 

Comment  46:  A  comment  suggested  that  the  requirement  for 
supplying  claim  distinctions  for  a  newly  presented  claim  is  at 
odds  with  the  Office's  burden  in  the  first  instance  of  explaining 
any  objection  or  rejection  of  an  applicant's  claim,  and  that  the 
existing  requirement  that  an  applicant  distinctly  and  specifi- 
cally point  out  the  errors  in  the  examiner' s  action  and  reply  to 
every  ground  of  objection  and  rejection  are  sufficient  without 
the  added  language.  Another  conriment  noted  that  it  is  believed 
that  the  rule  already  requires  that  specific  distinctions  be 
supplied  and  questions  what  new  requirements  are  being  added 
by  that  additional  language. 

Response:  To  the  extent  that  the  already  existing  language 
would  require  that  claim  distinctions  be  presented,  the  added 
language  is  seen  to  clarify  what  is  required  of  an  applicant  in 
replying  to  an  Office  action  and  is  not  seen  to  be  at  odds  with 
the  Office's  burdenin  first  going  forward  with  a  rejection  of  the 
claims.  Once  a  claim  is  rejected,  there  is  a  duty  on  applicants 
under  §  1.111  to  provide  an  appropriate  reply  as  defined  therein 
for  applicant  to  be  entitled  to  reconsideration  or  further 
examination. 

Section  1.112:  Section  1.112  is  amended  to  remove  as  unnec- 
essary the  statement  that  "any  amendments  after  a  second 
Office  action  must  ordinarily  be  restricted  to  the  rejection, 
objections  or  requirements  made  in  the  office  action"  to  reflect 
actual  practice,  in  which  amendments  after  the  second  action 
need  not  be  restricted  to  the  rejection  or  the  objections  or 
requirements  set  forth  in  an  Office  action.  The  heading  of  § 
1.112  is  also  amended  to  add  "before  final  action"  to  clarify 
that  such  reconsideration  does  not  apply  after  a  final  Office 
action. 


No  comments  were  received  regarding  the  proposed  change  to 
§  1.112. 

Section  1.113:  Section  1.113(a)  is  amended  to  add  "by  the 
examiner"  after  "examination  or  consideration,"  change  "ob- 
jections to  form"  to  "objections  as  to  form"  for  clarity,  and 
replace  "response"  with  "reply"  in  accordance  with  the  change 
to  §  1.111. 

Section  1.113(b)  is  amended  to  change  "clearly  stating  the 
reasons  therefor"  to  "clearly  stating  the  reasons  in  support 
thereof  for  clarity. 

Comment  47:  A  number  of  comments  argued  that  first  action 
final  practice  should  be  eliminated  without  regard  to  an 
amendment  to  §  1.116  as:  (1)  35  U.S.C.  132  does  not  authorize 
first  action  final  practice;  and  (2)  the  filing  fee  paid  in  a 
continuing  application  should  entitle  an  applicant  to  an  exami- 
nation and  reexamination  in  the  continuing  application. 

Response:  The  argument  that  35  U.S.C.  132  does  not  authorize 
first  action  final  practice  has  been  considered  by  the  Office  and 
rejected  in  In  re  Bogese,  22  USPQ2d  1821  (Comm'r  Pat. 
1992).  Specifically,  continuing  applications  have  historically 
been  considered  part  of  a  continuous  proceeding  in  regard  to 
the  prior  application.  Id.  at  1827.  First  action  final  practice 
denies  an  applicant  the  delay  inherent  in  an  additional  Office 
action  in  a  continuation  application,  thus  compelling  the 
applicant  to  draft  claims  in  a  continuation  application  in  view 
of  the  prosecution  history  of  the  parent  application  {i.e.,  the 
rejections  and  prior  art  of  record  in  the  parent  application),  and 
thus  make  a  bona  fide  effort  to  define  the  issues  for  appeal  or 
allowance.  Id.  at  1824-25. 

In  addition,  under  the  current  patent  fee  structure,  a  significant 
portion  of  the  Office's  costs  of  examining  patent  applications  is 
recovered  through  issue  and  maintenance  fees.  That  is,  the 
filing  fees  required  by  35  U.S.C.  41(a)(l)-(4)  and  §  1.16  for  an 
application  do  not  cover  the  Office's  full  costs  of  examining 
that  appUcation  pursuant  to  35  U.S.C.  131  and  132.  Therefore, 
the  argument  that  first  action  final  practice  is  inherently  unfair 
in  view  of  the  filing  fees  paid  by  the  applicant  fails  to 
appreciate  the  current  patent  fee  structure. 

Due  to  the  overwhelming  opposition  to  the  proposed  changes 
to  §  1.116  to  simplify  after  final  practice,  the  proposed  change 
to  §  1.113  to  eliminate  first  action  final  practice  and  the 
proposed  changes  to  §  1.116  to  simplify  after  final  practice  are 
not  adopted  in  this  Final  Rule.  The  Office  will  give  further 
consideration  to  the  elimination  of  first  action  final  practice. 

Comment  48:  One  comment  suggested  that  §  1.113  should  be 
clarified  to  reflect  the  intent  of  the  rule  change  that  a  first  action 
final  rejection  not  issue  in  a  continuation  application. 

Response:  The  proposed  change  to  §  1.113  to  prohibit  a  first 
action  final  rejection  is  not  being  adopted. 

Section  1.115:  Section  1.115  has  been  removed  and  reserved, 
rather  than  amended  to  contain  the  material  of  former  §  1.117 
through  §  1.118,  §  1.123  and  §  1.124.  The  subject  matter 
proposed  to  be  included  in  §  1.115  has  been  transferred  to  § 
1.121.  The  change  does  not  constitute  a  change  in  substance; 
the  material  of  the  deleted  sections  has  simply  been  rearranged 
and  edited  for  clarity  and  contextual  purposes  in  §  1.121.  The 
reference  in  §  1.115(b)(2)  relating  to  the  rejection  of  claims 
containing  new  matter  has  not  been  retained  in  §  1.121  as 
unnecessary. 

Comment  49:  One  comment  recognizing  that  the  subject 
matter  of  §  1.118  is  transferred  to  §  1.115  (now  §  1.121)  noted 
that  the  particular  material  of  the  second  and  third  sentences  of 
paragraph  (a)  of  §  1.11 8(a)  was  not  so  transferred  and  should 
be. 

Response:  While  the  exact  language  of  the  second  and  third 
sentences  of  paragraph  (a)  of  §  1.118  was  not  transferred  to  § 
1.121  (§  1.115  as  originally  proposed),  the  concept  is  retained 
in  §  1.121,  paragraphs  (a)(6),  (b)(5),  and  (c)(1),  in  condensed 
form. 

Comment  50:  One  comment  objected  to  the  requirement  of 
paragraph  (d)  of  §  1.115  (now  §  1.121)  where  a  disclosure 
must  be   amended   to   secure  correspondence   between  the 
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claims,  the  specification  and  the  drawings.  Forcing  the  speci- 
fication to  parrot  the  language  of  new  claims,  where  only  new 
claims  originally  use  a  term  not  found  in  the  original  disclosure 
and  in  the  original  claims,  is  said  to  impose  an  undue  burden 
on  applicant  and  jeopardize  the  validity  of  all  the  claims  if  the 
new  term  is  found  to  be  new  matter. 

Response:  The  comment  does  not  explain  why  a  specification 
containing  a  later  added  expression  subsequently  found  to 
contain  new  matter  will  adversely  affect  claims  that  do  not 
contain  that  expression,  particularly  if  a  portion  of  the  speci- 
fication is  retained  that  provides  support  for  claims  not 
containing  that  expression.  Additionally,  the  requirement  being 
criticized  is  not  a  new  requirement  but  was  material  transferred 
from  §  1.117.  However,  the  comment  was  adopted  in-part  in 
that  §  1.121,  paragraphs  (a)(5)  and  (b)(4),  require  only  "sub- 
stantial correspondence"  between  the  claims,  the  remainder  of 
the  specification,  and  the  drawings. 

Comment  5 1 :  One  comment  suggested  that  the  term  "sketch" 
in  paragraph  (e)  of  §  1.115  (now  §  1.121)  be  broadened  to 
"drawing." 

Response:  Sections  §  1.121(a)(3)(ii)  and  §  1.121(bK3)(ii) 
recite  sketch,  which  has  been  interpreted  by  the  Office  to 
include  a  copy.  The  use  of  sketch  is  seen  to  be  the  broader  term 
in  allowing  a  handwritten  alteration  of  a  copy  of  the  previously 
submitted  drawing  to  be  done  without  the  need  for  a  color  copy 
being  obtained. 

Comment  52:  One  comment  suggested  that  paragraph  (f)  of  § 
1.115  (now  §  1.121),  requiring  no  interlineations  to  appear  in 
a  clause  as  finally  presented,  is  inconsistent  with  the  require- 
ments of  §  1.121  requiring  brackets  and  underUning  of  the 
subject  matter  deleted  and  added. 

Response:  The  comment  was  adopted  by  clarifying  § 
1.121(a)(iii)  as  adopted  by  reciting  that  the  interlineation 
prohibition  relates  to  previous  amendments  being  depicted  in  a 
subsequent  amendment,  and  to  limit  its  applicability  to  appli- 
cations other  than  reissue  applications  (thereby  also  excluding 
reexamination  proceedings)  in  that  all  changes  from  the  patent 
are  required  to  be  shown  in  reissue  applications  and  reexami- 
nation proceedings. 

Section  1.116:  Section  1.116  is  amended  by  adding  the  phrase 
"or  appeal"  to  its  heading.  This  change  clarifies  the  current 
practice  that  paragraphs  (b)  and  (c)  apply  to  amendments  filed 
after  an  appeal,  regardless  of  whether  the  application  was 
subject  to  a  final  rejection  prior  to  the  appeal. 

Section  1.116(a)  is  also  amended  for  clarity  to  Umit  amend- 
ments after  a  final  rejection  or  other  final  action  (§  1.113)  to 
those  amendments  cancelling  claims  or  complying  with  any 
requirement  of  form  set  forth  in  a  previous  Office  action,  and 
replaces  the  phrase  "any  proceedings  relative  thereto"  with 
"any  related  proceedings"  for  clarity.  The  amendment  does  not 
represent  a  change  in  practice  under  §  1.116(a)  as  was 
originally  proposed,  but  merely  a  clarification  of  when  an 
applicant  is  entitled  to  entry  of  an  amendment  under  § 
1.116(a). 

Comment  53:  Almost  every  comment  relating  to  the  proposed 
change  to  §  1.116  to  limit  entry  of  amendments  after  a  final 
Office  action  based  on  simplification  of  issues  for  appeal 
opposed  the  change.  The  various  rationales  included:  (1)  a 
liberal  practice  by  examiners  in  entering  amendments  after 
final  rejection  based  on  a  willingness  to  engage  in  significant 
negotiations  after  final  rejection;  (2)  an  increased  burden  on 
the  Board  of  Patent  Appeals  and  Interferences  (Board);  (3)  a 
loss  of  potential  patent  term  under  35  U.S.C.  154  if  refiling  an 
application  was  routinely  required;  (4)  a  loss  of  clarity  by 
applicant  and  the  examiner  of  theissues  involved,  in  that  it  is 
frequently  only  after  the  second  action  that  the  issues  become 
clarified,  particularly  as  counsel  are  not  aware  of  the  art  that 
may  actually  be  applied  against  the  claims  and  therefore  do  not 
submit  claims  that  can  read  over  such  art;  (5)  to  the  extent  the 
need  to  enter  amendments  causes  refihng  of  an  appUcation, 
greater  resources  from  the  Office  are  required  as  opposed  to 
simply  entering  the  amendment  in  the  prior  application;  (6) 
there  will  be  an  increase  in  the  requests  for  interviews  after  first 
action;  (7)  the  change  represents  encouragement  for  examiners 


to  cut  down  on  papers  entered  particularly  in  view  of  the 
crediting  system;  and  (8)  the  proposal  is  not  helpful  to 
applicant  and  is  only  a  revenue  generator. 

Several  alternative  suggestions  were  made  including:  (1)  a  fee 
to  have  amendments  after  final  entered  as  a  matter  of  right;  (2) 
discretion  for  examiners  to  enter  any  amendment  should  be 
explicitly  stated  in  the  rule;  (3)  consider  substantive  amend- 
ments if  submitted  at  least  one  month  in  advance  of  the  end  of 
the  reply  period;  (4)  eliminate  applicant's  concern  for  expe- 
dited handling  of  §  1.116  amendments  by  having  a  new  period 
for  appealing  or  refiling;  (5)  entry  of  amendment  to  solely 
correct  rejections  under  35  U.S.C.  112,  ^  2,  should  be 
permitted;  (6)  first  after  final  submission  permitted  entry  under 
simplification  of  issuesstandard  and  any  subsequent  submis- 
sion would  only  be  permitted  under  standard  as  proposed 
without  simplification  of  issues  available;  (7)  merging  of  a 
dependent  claim  into  an  independent  claim  ought  to  be 
explicitly  pennitted  as  a  matter  of  right;  (8)  provide  a  standard 
of  entry  dependent  upon  good  and  sufficient  reason  as  to  why 
the  amendment  after  final  was  not  made  earlier;  (9)  permit 
consideration  of  the  amendment  for  allowable  subject  matter  to 
save  applicant  cost  of  refiling  for  such  determination;  and  (10) 
change  should  be  linked  with  a  prohibition  on  applying  a  new 
reference  in  a  final  rejection. 

Response:  In  view  of  the  issues  raised  and  the  alternative 
suggestions  presented,  it  has  been  determined  that  further 
study  is  required.  The  comments  have  been  adopted  solely  to 
the  extent  that  the  proposed  change  to  delete  simplification  of 
issues  for  purpose  of  appeal,  as  a  basis  for  entry  of  an 
amendment  after  final  rejection,  will  not  be  implemented  at 
this  time. 

Section  1.117:  Section  1.117  is  removed  and  reserved  as  the 
subject  matter  was  transferred  to  §  1.121. 

No  comments  were  received  regarding  the  proposed  change  to 
§  1.117. 

Section  1.118:  Section  1.118  is  removed  and  reserved  and  its 
subject  matter  transferred  to  §  1.121. 

See  first  comment  related  to  §  1.115. 

Section  1.119:  Section  1.119  is  removed  and  reserved  as 
duplicative  of  the  provisions  of  §  1.111  and  §  1.121. 

No  comments  were  received  regarding  the  proposed  change  to 
§  1.119. 

Section  1.121:  Section  1.121,  paragraphs  (a)  through  (f),  are 
replaced  with  paragraphs  (a)  through  (c),  which  separately 
treat  amendments  in  non-reissue  nonprovisional  applications 
(paragraph  (a)),  amendments  in  reissue  applications  (paragraph 
(b)),  and  amendments  in  reexamination  proceedings  (para- 
graph (c)).  The  intent  of  the  changes  is  to  retain  amendment 
practice  in  regard  to  non-reissue  applications  prior  to  the 
changes  proposed  in  the  Notice  of  Proposed  Rulemaking  and 
to  make  final  the  changes  in  amendment  practice  in  regard  to 
reissue  applications  proposed  in  the  Notice  of  Proposed 
Rulemaking,  except  for  requiring  copies  of  all  claims  as  of  the 
date  of  submission  of  an  amendment  and  a  constructive 
cancellation  in  their  absence.  Additionally,  while  retaining  the 
previous  amendment  practice  in  non-reissue  applications,  the 
regulations  have  been  clarified  by  deletion  of§  1.115,  §  1.117 
through  §  1.118,  §  1.123,  and  §  1.124  and  placement  of  subject 
matter  thereof  in  §  1.121. 

Comment  54:  Most  comments  received  on  the  proposed 
change  in  amendment  practice  as  it  relates  to  non-reissue 
applications  to  bring  it  into  line  with  reissue  and  reexamination 
amendment  practices  were  very  negative.  In  particular,  the 
proposed  changes  to  present  a  complete  copy  of  the  claims 
when  any  amendment  to  the  claims  is  made,  and  to  hold  a 
constructive  cancellation  for  any  claim  copy  not  presented 
were  alarming.  However,  similar  comments  were  not  received 
in  regard  to  the  proposed  changes  to  bring  reissue  and 
reexamination  practice  closer  together. 

Response:  The  comments  were  adopted  in  that  the  proposed 
changes,  other  than  clarifications  of  current  practice,  will  not 
be  implemented  now  and  further  study  will  be  undertaken  to 
include  suggestions  presented  in  regard  to  this  rule. 
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Comment  55:  Several  comments  ofiFered  suggestions  and 
requested  clarifications:  (1)  whether  this  was  an  attempt  to 
push  the  practice  closer  to  PCT  where  substitute  pages  are 
used;  (2)  use  of  different  markings  such  as  strikeouts  of  word 
processors;  (3)  only  requirecomplete  copy  of  claims  at  issue; 
(4)  only  have  a  status  listing  of  all  claims  not  complete  copy 
with  each  response;  (5)  continuations  or  divisions  should  be 
filed  showing  markups;  (6)  require  only  that  new  claims  pages 
be  substituted;  (7)  objection  to  the  submission  of  a  separate 
complete  set  of  claims  in  addition  to  the  amendments  being 
made;  (8)  some  instances  separate  set  may  be  appropriate  and 
not  too  much  of  a  burden;  and  (9)  there  should  beexception, 
liberal  reinstatement,  or  rebuttable  presumption  for  construc- 
tive cancellation  if  clerical  omission. 

Response:  Paragraphs  (a)  and  (b)  of  §  1.121  each  separately 
treat  amendment  of  the  specification  (paragraphs  (a)(1)  and 
(b)(1)),  and  of  the  claims  (paragraphs  (a)(2)  and  (b)(2)).  In 
comparing  amendment  practice  to  the  specification  for  non- 
reissue  and  reissue  applications,  all  amendments  in  the  reissue 
application  are  to  be  made  relative  to  (i.e.,  vis-a-vis)  the 
specification  (including  the  claims)  and  drawings  of  the 
original  patent  as  of  the  date  of  the  filing  of  the  reissue 
application.  Changes  are  shown  using  underlining  and  brack- 
eting relative  to  the  patent  specification.  In  addition,  the  entire 
paragraph  of  disclosure  with  the  changes  and  the  entire  claim 
with  the  changes  must  be  presented,  in  making  the  amendment. 
On  the  other  hand,  amendments  in  a  non-reissue  application 
are  to  be  made  relative  to  prior  amendments  (with  underlining 
and  bracketing  in  a  reproduced  claim  reflecting  changes  made 
relative  to  the  prior  amendment),  and  insertions  and  deletions 
can  be  made  without  reproducing  the  entire  paragraph  of 
disclosure  or  the  entire  claim.  Further  (for  a  non-reissue 
application),  in  amending  the  text  of  the  disclosure  other  than 
the  claims,  changes  are  not  shown  by  underlining  and  brack- 
eting, even  where  a  paragraph  of  disclosure  is  reproduced. 

Paragraph  (a)  of  §  1.121  relates  to  amendments  in  non- 
provisional  applications,  other  than  reissue  applications,  and 
retains  a  reference  to  §  1.52.  Paragraph  (a)(1)  relates  to  the 
manner  of  making  amendments  in  the  specification,  other  than 
in  the  claims.  Paragraph  (a)(l)(i)  requires  the  precise  point  in 
the  specification  to  be  indicated  where  an  addition  is  to  be 
inserted.  Paragraph  (a)(l)(ii)  requires  the  precise  point  in  the 
specification  to  be  indicated  where  a  deletion  is  to  be  made. 
This  should  be  compared  to  addition  or  cancellation  of 
material  from  the  patent  specification  in  a  reissue  application 
(paragraph  (b)(l)(ii))  or  in  are  examination  proceeding  (§ 
1.530(d)(l)(ii),  e.g.,  by  way  of  a  copy  of  the  rewritten 
material).  An  amendment  containing  deletions  mixed  with 
additions  will  be  treated  according  to  both  paragraphs  (a)(l)(i) 
and  (a)(l)(ii).  Amendments  to  the  specification,  additions  or 
deletions,  do  not  require  markings,  only  identification  of  an 
insertion  point.  However,  where  the  changes  made  are  not 
readily  apparent  the  applicant  may  be  requested  by  the 
examiner  to  provide  an  explanation  of  the  changes  or  a  marked 
up  copy  showing  the  changes  made.  Paragraph(a)(l)(iii)  pro- 
vides that  to  reinstate  matter  previously  deleted  it  must  be 
reinstated  by  a  new  amendment  inserting  the  matter. 

Paragraph  (a)(2)  of  §  1.121  relates  to  the  manner  of  making 
amendments  in  the  claims  of  a  non-reissue  application.  Para- 
graph (a)(2)(i)  permits  amendment  by  instructions  to  the  Office 
for  a  deletion,  paragraph  (a)(2)(i)(A),  or  for  an  addition  limited 
to  five  words  in  any  one  claim,  paragraph  (a)(2)(i)(B).  The 
ability  to  provide  directions  to  the  Office  for  the  handwritten 
deletion  of  five  words  or  less  for  each  claim  does  not 
encompass  deletion  of  equations,  charts  or  other  non-word 
material.  Paragraph  (a)(2)(ii)  sets  forth  that  a  claim  may  be 
amended  by  a  direction  to  cancel  the  claim,  or  by  rewriting  the 
claim  with  markings  showing  material  to  be  added  and  deleted. 
Additionally,  previously  rewritten  claims  are  required  to  be  so 
marked  and  not  to  have  interlineations  showing  amendment(s) 
previous  to  the  one  currently  being  submitted. 

Paragraph  (a)(3)  of  §  1.121  clarifies  that  amendments  to  the 
original  application  drawings  for  non-reissue  applications  are 
not  permitted  and  are  to  be  made  by  way  of  a  substitute  sheet 
for  each  original  drawing  sheet  that  is  to  be  amended.  The 
paragraph  contains  material  from  cancelled  §  1.115. 

Paragraph  (a)(4)  of  §  1.121  requires  that  any  amendment 
presented  in  a  substitute  specification  must  be  presented  under 
the  provision  of  this  section  either  prior  to  or  concurrent  with 


the  submission  of  the  substitute  specification.  The  paragraph 
contains  material  from  cancelled  §  1.115. 

Paragraph  (a)(5)  of  §  1.121  requires  amendment  of  the 
disclosure  in  certain  situations  {i.e.,  to  correct  inaccuracies  of 
description  and  definition)  and  to  secure  substantial  correspon- 
dence. The  paragraph  contains  material  from  cancelled  § 
1.117.  The  previous  requirement  for  "correspondence"  has 
been  modified  by  use  of  "substantial  correspondence."  See 
comments  to  §  1.115. 

Paragraph  (a)(6)  prohibits  the  introduction  of  new  matter  into 
the  disclosure  of  a  non-reissue,  non-provisional  application. 

Paragraph  (b)  of  §  1.121  applies  to  amendments  in  reissue 
applications.  Paragraph  (b)(1)  of  §  1.121  relates  to  the  manner 
of  making  amendments  to  the  specification,  other  than  in  the 
claims,  in  reissue  applications.  Paragraph  (b)(l)(i)  requires  that 
amendments  including  deletions  be  made  by  submission  of  a 
copy  of  one  or  more  newly  added  or  rewritten  paragraphs  with 
markings,  except  that  an  entire  paragraph  may  be  deleted  by  a 
statement  deleting  the  paragraph  without  presentation  of  the 
text  of  the  paragraph.  Paragraph  (b)(l)(ii)  requires  indication 
of  the  precise  point  in  the  specification  where  the  paragraph 
which  is  being  amended  is  located.  When  a  change  in  one 
sentence,  paragraph  or  page  results  in  only  format  changes  to 
other  pages  (e.g.,  shifting  of  non-amended  text  to  subsequent 
pages)  not  otherwise  being  amended,  such  format  changes  are 
not  to  be  submitted.  Compare  to  amendments  to  the  specifi- 
cation, other  than  in  the  claims,  of  non-reissue  applications 
wherein  deletions  are  permitted,  paragraph  (a)(l)(ii)  of  this 
section.  Paragraph  (b)(l)(iii)  defines  the  marking  set  forth  in 
paragraph  (b)(l)(ii)  of  this  section.  Proposed  paragraph 
(b)(l)(iii),  relating  to  a  requirement  for  submission  of  all 
amendments  be  presented  when  any  amendment  to  the  speci- 
fication is  made,  was  not  implemented. 

Paragraph  (b)(2)  of  §  1.121  relates  to  the  manner  of  making 
amendments  to  the  claims  in  reissue  applications.  Paragraph 
(b)(2)(i)(A)  of  §  1.121  requires  the  entire  text  of  each  patent 
claim  that  is  being  amended  by  the  current  amendment  and  of 
each  claim  being  added  by  the  current  amendment.  Requests 
that  the  Office  hand-enter  changes  of  five  or  less  words,  former 
§  1.121(c)(2),  will  no  longer  be  permitted.  Pending  claims, 
whether  previously  amended  or  not,  that  are  not  being 
amended  by  the  current  amendment  are  not  to  be  resubmitted. 
This  procedure  is  different  from  §  1.121(a)(2)(i)(B),  which 
permits  requests  that  the  Office  hand-enter  changes  of  five  or 
less  words  in  a  non-reissue  application.  Additionally,  provision 
is  made  for  the  cancellation  of  a  patent  claim  by  a  direction  to 
cancel  without  the  need  for  marking  by  brackets.  Paragraph 
(b)(2)(i)(B)  requires  that  patent  claims  not  be  renumbered. 
Paragraph  (b)(2)(i)(C)  identifies  the  type  of  marking  required 
by  paragraph  (b)(2)(i)(A),  single  underlining  for  added  mate- 
rial and  single  brackets  for  material  deleted. 

Paragraph  (b)(2)(ii)  of  §  1.121  requires  that  each  amendment 
submission  set  forth  the  status  (i.e.,  pending  or  cancelled)  of  all 
patent  claims  and  all  added  claims  as  of  the  date  of  the 
submission,  as  not  all  claims  (non-amended  claims)  are  to  be 
presented  with  each  submission,  paragraph  (b)(2)(iv).  The 
absence  of  submission  of  the  claim  status  would  result  in  an 
incomplete  reply  (§  1.135(c)). 

Paragraph  (b)(2)(iii)  of  §  1.121  requires  that  each  claim 
amendment  be  accompanied  by  an  explanation  of  the  support 
in  the  disclosure  of  the  patent  for  the  amendment.  The  absence 
of  an  explanation  would  result  in  an  incomplete  reply  (§ 
1.135(c)). 

Comment  56:  One  comment  requested  that  the  Office  clarify 
how  an  applicant  would  satisfy  this  requirement  when  the 
amendment  involves  a  simple  editorial  change,  or  when  the 
amendment  uses  terms  that  find  no  explicit  support  in  the 
patent. 

Response:  When  it  is  clear  that  the  amendment  simply  involves 
an  editorial  change  and  doesnot  add  material  for  which  support 
in  the  disclosure  is  required,  the  reply  may  simply  explain  that 
the  amendment  is  merely  making  an  editorial  change.  When 
the  amendment  uses  terms  that  find  no  explicit  support  in  the 
specification,  the  reply  must  set  forth  where  the  specification 
provides,  at  least  implicitly,  support  for  the  amendment  as 
required  by  35  U.S.C.  112,  ^  1.  In  addition,  an  amendment  to 
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the  specification  to  secure  correspondence  between  the  speci- 
fication and  the  claims  will  also  be  required.  See  §  1.75(d)(1) 
and  MPEP  608.0 l(o).  Obviously,  an  amendment  that  does  not 
find  either  explicit  or  at  least  implicit  support  in  the  specifica- 
tion as  required  by  35  U.S.C.  112,  ^  1,  is  not  permitted.  See  35 
U.S.C.  251,  ^  1,  (last  sentence). 

Proposed  paragraphs  (b)(2)(iv)  and  (v)  of  this  section,  relating 
to  a  requirement  for  presentation  of  all  amendments  as  of  the 
date  any  amendment  to  the  claims  is  made,  and  to  the  treatment 
of  the  failure  to  submit  a  copy  of  any  added  claim  as  a  direction 
to  cancel  that  claim,  were  not  implemented. 

Paragraph  (b)(3)  of  §  1.121  clarifies  that  amendments  to  the 
patent  tkawings  are  not  permitted  and  that  any  change  must  be 
by  way  of  a  new  sheet  of  drawings  with  the  amended  figures 
being  identified  as  "amended"  and  with  added  figures  identi- 
fied as  "new"  for  each  sheet  that  has  changed.  The  paragraph 
contains  material  from  cancelled  §  1.115. 

Paragraph  (b)(4)  of  §  1.121,  added  in  view  of  the  deletion  of  § 
1.115  paragraph  (d),  requires  amendment  of  the  disclosure  in 
certain  situations  (i.e.,  to  correct  inaccuracies  of  description 
and  definition)  and  to  secure  substantial  correspondence  be- 
tween the  claims,  the  remainder  of  the  specification,  and  the 
drawings.  The  previous  requirement  for  "correspondence"  has 
been  modified  by  use  of  "substantial  correspondence."  See 
comments  to  §  1.115. 

Paragraph  (b)(5)  of  §  1.121,  containing  material  transferred 
from  proposed  paragraph  (b)(2)(vi)  (now  deleted),  clarifies 
that:  (1)  No  reissue  patent  will  be  granted  enlarging  the  scope 
of  the  claims  unless  applied  for  within  two  years  from  the  grant 
of  the  original  patent  (additional  broadening  outside  the 
two-year  limit  is  appropriate  as  long  as  some  broadening 
occurred  within  the  two-year  period.  In  re  Doll,  419  F.  2d  925, 
164  USPQ  218  (CCPA1970));  and  (2)  no  amendment  may 
introduce  new  matter  or  be  made  in  an  expired  patent. 

Paragraph  (b)(6)  of  §  1.121  has  been  added  to  clarify  that  all 
amendments  must  be  made  relative  to  {i.e.,  vis-a-vis)  the 
specification  (including  the  claims)  and  drawings  of  the 
original  patent  as  of  the  date  of  the  filing  of  the  reissue 
application.  If  there  was  a  prior  change  to  the  patent  (made  via 
a  prior  reexamination  certificate,  reissue  of  the  patent,  certifi- 
cate of  correction,  etc.),  the  first  amendment  must  be  made 
relative  to  the  patent  specification  aschanged  by  the  prior 
proceeding  or  other  mechanism  for  changing  the  patent.  In 
addition,  all  amendments  subsequent  to  the  first  amendment 
must  be  made  relative  to  the  patent  specification  in  effect  as  of 
the  date  of  the  filing  of  the  reissue  application,  and  not  relative 
to  the  prior  amendment. 

Paragraph  (c)  of  §  1.121  clarifies  that  amendments  in  reexami- 
nation proceedings  are  to  be  made  in  accordance  with  § 
1.530(d). 

Section  1.121  as  applied  to  reissue  applications  does  not 
provide  for  replacement  pages  whereby  a  new  page  would  be 
physically  substituted  for  a  currently  existing  page.  However, 

an  applicant  can  direct  that  a  page  or  pages  ("Page(s) ) 

be  cancelled  and  that  updated  materials  be  inserted  in  its  place. 

The  wide  availability  of  word  processing  should  enable  appli- 
cants to  more  easily  submit  updated  material  providing  greater 
accuracy  and  thereby  eliminating  the  need  for  the  Office  to 
hand-enter  amendments.  To  that  end,  §  1.125  is  amended  to 
reflect  current  practice  that  a  substitute  specification  may  be 
submitted  in  an  application,  other  than  a  reissue  application,  at 
any  point  up  to  payment  of  the  issue  fee  as  a  matter  of  right, 
provided  that  such  substitute  specification  is  submitted  in 
compliance  with  the  requirements  set  forth  in  §  1.125. 

Section  1.122:  Section  1.122  is  removed  and  reserved  as 
representing  internal  Office  instruction. 

See  comments  related  to  §  1.101. 

Section  1.123:  Section  1.123  is  removed  and  reserved  and  its 
subject  matter  transferred  to  §  1.121  for  better  context. 

No  comments  were  received  regarding  the  proposed  change  to 
§  1.123. 


Section  1.124:  Section  1.124  is  removed  and  reserved  and  its 
subject  matter  transferred  to  §  1.121  for  better  context. 

No  comments  were  received  regarding  the  proposed  change  to 
§  1.124. 

Section  1.125:  Section  1.125  is  amended  by  addition  of 
paragraphs  (a)  through  (d).  Section  1.125(a)  retains  the  current 
practice  that  a  substitute  specification  may  be  required  by  the 
examiner  and  has  been  clarified  to  note  that  if  the  legibility  of 
the  application  papers  shall  render  it  difficult  to  consider  the 
application,  the  Office  may  require  a  substitute  specification. 

Section  1.125  is  amended  in  view  of  the  continued  prosecution 
application  under  §  1.53(d),  to  reflect  the  current  liberalized 
practice  as  set  forth  in  MPEP  608.0 l(q),  and  to  delete  the 
verification  requirement  for  the  no  new  matter  statement.  See 
comments  to  §  1.4(d). 

Section  1.125(b)  specifically  provides  for  the  filing  of  a 
substitute  specification,  excluding  the  claims,  at  any  point  up 
to  payment  of  the  issue  fee,  if  it  is  accompanied  by:  (1)  a 
statement  that  the  substitute  specification  includes  no  new 
matter;  and  (2)  a  marked-up  copy  of  the  substitute  specification 
showing  the  matter  being  added  to  and  the  matter  being  deleted 
from  the  specification  of  record  (i.e.,  the  specification  to  be 
replaced  by  the  substitute  specification).  While  §  1.125(b)(2) 
requires  the  marked-up  copy  show  the  additions  and  deletions, 
it  does  not  require  that  such  additions  and  deletions  be  shown 
by  underlining  and  bracketing.  Rather,  it  permits  the  use  of 
other  indicia  (e.g.,  redhning  and  strikeouts)  to  show  additions 
and  deletions  so  that  the  document-compare  feature  of  con- 
ventional word-processing  programs  can  be  used  to  produce 
the  marked-up  substitute  specification. 

Section  1.125(b),  as  proposed,  would  have  required  that  a 
substitute  specification  contain  only  changes  that  were  previ- 
ously or  concurrently  submitted  by  an  amendment  under  § 
1.121.  The  Office,  however,  is  not  adopting  this  proposal. 
Creating  a  copy  of  the  substitute  specification  showing  the 
additions  and  deletions  is  relatively  easy  using  the  document- 
compare  feature  of  a  conventional  word-processing  program, 
when  compared  to  the  burden  of  preparing  an  amendment 
under  §  1.121(a)(1)  showing  numerous  changes  to  a  specifi- 
cation. Thus,  the  Office  is  adopting  the  requirement  currently 
set  forth  in  MPEP  608.01(q)  for  a  marked-up  copy  of  the 
substitute  specification  showing  the  additions  and  deletions. 

Comment  57:  One  comment  stated  that  it  is  not  clear  exactly 
what  is  to  be  submitted  with  the  substitute  specification  under 
paragraph  (b)(2)  of  this  section  even  though  paragraph  (c) 
requires  it  to  be  in  clean  form  without  markings. 

Response:  Section  1.125  requires  an  applicant  filing  a  substi- 
tute specification  to  submit:(l)  the  substitute  specification  in 
clean  form  without  markings  (§  1.125(c));  (2)  a  marked-up 
copy  showing  the  additions  and  deletions  relative  to  the 
specification  it  is  replacing  (§  1.125(b)(2));  and  (3)  a  statement 
that  the  substitute  specification  includes  no  new  matter  (§ 
1.125(b)(1)). 

Section  1.125(c)  is  amended  to  clarify  that  a  substitute  speci- 
fication is  to  be  submitted  without  markings  as  to  amended 
material. 

Section  1.125(d)  does  not  permit  a  substitute  specification  in 
reissue  or  reexamination  proceedings  as  markings  for  changes 
from  the  patent  are  required  therein. 

Section  1.126:  Section  1.126  is  amended  to  delete  the  phrase  ", 
except  when  presented  in  accordance  with  §  1.121(b)"  for 
consistency  with  the  change  to  §  1.121. 

No  comments  were  received  regarding  §  1.126. 

Section  1.133:  Section  1.133(b)  is  amended  by  replacement  of 
"response"  with  "reply"  in  accordance  with  the  change  to  § 
1.111. 

No  comments  were  received  regarding  the  proposed  change  to 
§  1.133. 
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Section  1.134:  Section  1.134  is  amended  by  replacement  of 
"response"  with  "reply"  in  accordance  with  the  change  to  § 
1.111. 

No  comments  were  received  regarding  the  proposed  change  to 
§  1.134. 

Section  1.135:  Section  1.135  paragraphs  (a)  and  (c)  are 
amended  by  replacement  of  "response"  with  "reply"  in  accor- 
dance with  the  change  to  §  1.111.  Section  1.135(b)  is  amended 
to  clarify  that  the  admission  of  or  refusal  to  admit  any 
amendment  after  final  rejection,  and  not  just  an  amendment  not 
responsive  to  the  last  Office  action,  shall  not  operate  to  save  the 
application  from  abandonment. 

Section  1.135(c)  is  amended  to  provide  that  a  new  "time 
period"  under  §  1.134  may  be  given  if  a  reply  to  a  non-final 
Office  action  is  substantially  complete  but  consideration  of 
some  matter  or  compliance  with  some  requirement  has  been 
inadvertently  omitted.  This  replaces  the  practice  in  which  an 
applicant  may  be  given  an  opportunity  to  supply  the  omission 
through  the  setting  of  a  "time  limit"  of  one  month  that  is  not 
extendable.  Under  §  1.135(c)  as  adopted,  a  one-month  short- 
ened statutory  time  period  will  generally  be  set  enabling  an 
appUcant  to  petition  for  extensions  of  time  under  §  1.136(a). 
Where  35  U.S.C.  133  requires  a  period  longer  than  one  month 
{i.e.,  actions  mailed  in  the  month  of  February),  a  shortened 
statutory  period  of  30  days  will  be  set. 

The  setting  of  a  time  period  for  reply  under  §  1. 134  (rather  than 
a  time  limit)  results  in  the  date  of  abandonment  (when  no 
further  reply  is  filed)  being  the  expiration  of  the  new  time 
period  rather  than  the  date  of  expiration  of  the  period  of  reply 
set  in  the  original  Office  action  for  which  an  incomplete  reply 
was  filed.  Thus,  the  amendment  to  §  1.135(c)  permits  the  filing 
of  a  continuing  appUcation  as  an  alternative  to  completing  the 
reply,  whereas  the  previous  practice  required  an  applicant  to 
complete  the  reply  that  was  held  to  be  incomplete  orelse  the 
application  was  held  to  be  abandoned  (retroactively)  as  of  the 
expiration  of  the  original  period  for  reply.  Thus,  applicants  had 
to  file  an  unnecessary  reply  to  preservependency  where  their 
only  intent  was  to  file  a  continuing  application.  Section 
1.135(c),  as  amended,  sets  forth  a  new  period  within  which  a 
continuing  application  can  be  filed,  without  the  applicant 
having  to  supply  the  omission  in  the  prior  appUcation  to 
preserve  pendency.  In  addition,  applicant  may  file  any  other 
reply  as  may  be  appropriate  under  §  1.111,  regardless  of 
whether  a  continuing  application  is  filed. 

Comment  58:  Two  comments  objected  to  the  change  on  the 
basis  that  it  is  subject  to  intentional  misuse.  It  is  argued  that  it 
encourages  an  applicant  to  send  in  piecemeal  replies  and 
permits  use  of  the  time  period  as  a  subterfuge  for  extending 
prosecution  as  §  1.135(c)  does  not  specify  how  many  times  an 
incomplete  reply  can  be  given. 

Response:  35  U.S.C.  154  as  amended  by  Pub.  L.  103-465 
should  provide  the  necessary  incentive  for  applicants  to 
prosecute  an  application  without  undue  delay.  Additionally,  the 
examiner  can  determine  that  the  failure  to  provide  a  complete 
reply  was  not  "inadvertent"  (especially  where  an  applicant  was 
previously  notified  of  the  deficiencies  in  the  reply),  and  not  set 
a  period  under  §  1.135(c). 

Comment  59:  One  comment  suggested  amending  §  1.135(c) 
from  "may"  to  "shall"  so  that  an  examiner  must  provide  an 
opportunity  to  an  applicant  to  complete  a  reply,  and  that  § 
1.135(c)  should  not  be  limited  to  replies  to  non-final  Office 
actions  so  that  if  an  application  is  in  condition  for  allowance 
except  for  an  inadvertent  omission  it  would  be  beneficial  for  all 
parties  to  provide  the  same  benefit  as  for  non-final  actions. 

Response:  The  term  "may"  is  used  rather  than  "shall"  to 
encourage  applicants  to  provide  a  complete  reply,  in  that  an 
applicant  providing  an  incomplete  reply  cannot  be  certain  of 
being  provided  with  an  additional  time  period  to  prosecute  the 
appUcation. 

Section  1.113(a)  provides  that  the  only  reply  to  a  final  Office 
action  effective  to  avoid  abandonment  of  an  application  is:  (1) 
an  amendment  under  §  1.116  that  prima  facie  places  the 
application  in  condition  for  allowance;  or  (2)  a  notice  of  appeal 
(and  appeal  fee)  under  §  1.191.  Thus,  the  only  reply  under  § 
1.113(a)  that  will  ensure  that  abandonment  of  the  appUcation 


will  be  avoided  is:  (1)  an  amendment  under  §  1.116  that 
cancels  all  of  the  rejected  claims;  or  (2)  a  notice  of  appeal  (and 
appeal  fee)  under  §  1.191  (§  1.113(a)).  That  is,  an  applicant 
filing  a  proposed  amendment  under  §  1.116  or  arguments  in 
reply  to  a  final  Office  action  has  no  assurance  that  such  reply 
will  necessarily  result  in  allowance  of  the  application.  Given 
the  limited  nature  of  the  replies  under  §  1.113  to  a  final  Office 
action,  it  is  not  appropriate  to  provide  a  time  period  under  § 
1.135(c)  to  complete  a  reply  to  a  final  Office  action. 

Section  1.135(c)  is  also  amended  to  remove  an  unnecessary 
reference  to  consideration  of  the  question  of  abandonment  and 
to  clarify  that  the  reply  for  which  applicant  may  be  given  a  new 
time  period  to  reply  to  must  be  a  "non-final"  Office  action. 

Section  1.136:  Section  1.136(a)(1)  is  amended  to  recite  the 
availabiUty  of  a  maximum  of  five  rather  than  four  months  as  an 
extension  of  time,  subject  to  any  maximum  period  for  reply  set 
by  statute.  For  example,  when  a  one-month  or  30-day  period  is 
set  for  reply  to  a  restriction  requirement  or  for  completing  a 
reply  under  §  1.135(c),  that  period  may  be  extended  up  to  the 
six-month  statutory  (35  U.S.C.  133)  maximum.  In  addition,  as 
the  two-month  period  set  in  §  1.192(a)  for  fiUng  an  appeal  brief 
is  not  subject  to  the  six-month  maximum  period  specified  in  35 
U.S.C.  133,  the  period  for  filing  an  appeal  brief  may  be 
extended  up  to  seven  months. 

Comment  60:  At  least  one  corrmient  noted  that  there  is  no 
statutory  authority  under  35  U.S.C.  41(a)(8)(C)  for  the  $2,010 
amount  set  for  the  fifth  month  extension  of  time. 

Response:  See  the  response  to  comment  5. 

Section  1.136(a)(1)  is  also  amended  by  replacement  of  "re- 
spond" with  "reply"  in  accordance  with  the  change  to  §  1.111 
and  for  clarification. 

Section  1.136(a)(2)  is  amended  by  replacement  of  "respond" 
with  "reply"  in  accordance  with  the  change  to  §  1.111  and 
other  clarification  changes. 

Comment  61:  One  comment  questioned  whether  the  addition 
in  paragraph  (a)(2)  of  §  1.136  that  requires  a  reply  to  be  filed 
prior  to  the  expiration  of  the  period  of  extension  to  avoid 
abandonment  of  the  appUcation  will  affect  the  timely  filing  of 
a  reply  under  §  1 .8  or  §  1.10  where  the  mail  date  rather  than  the 
receipt  date  is  the  end  of  the  period  for  reply. 

Response:  The  referred  to  addition  has  been  noted  to  be  a 
clarification  and  not  a  change  in  practice.  The  added  language 
does  not  change  current  practice  under  §  1.8  and  §  1.10. 

Section  1.136  is  amended  by  addition  of  paragraph  (a)(3)  that 
provides  for  the  filing  in  an  application  a  general  authorization 
to  treat  any  reply  requiring  a  petition  for  an  extension  of  time 
for  its  timely  submission  as  containing  a  request  therefor  for 
the  appropriate  length  of  time.  The  authorization  may  be  filed 
at  any  time  prior  to  or  with  the  submission  of  a  reply  that 
would  require  an  extension  of  time  for  its  timely  submission, 
including  submission  with  the  appUcation  papers.  Previously, 
the  mere  presence  of  a  general  authorization,  submitted  prior  to 
or  with  a  reply  requiring  an  extension  of  time,  to  charge  all 
required  fees  does  not  amount  to  a  petition  for  an  extension  of 
time  for  that  reply  (MPEP  201.06  and  714.17)  and  under  the 
proposed  amended  rule  the  submission  of  a  reply  requiring  an 
extension  of  time  for  its  timely  submission  would  not  be 
treated  as  an  inherent  petition  for  an  extension  of  timeabsent  an 
authorization  for  aU  necessary  extensions  of  time.  The  Office 
will  continue  to  treat  all  petitions  for  an  extension  of  time  as 
requesting  the  appropriate  extension  period  notwithstanding  an 
inadvertent  reference  to  a  shorter  period  for  extension  and  wiU 
liberally  interpret  comparable  papers  as  petitions  for  an  exten- 
sion of  time.  Applicants  are  advised  to  file  general  authoriza- 
tions for  payment  of  fees  and  petitions  for  extensions  of  time 
as  separate  papers  rather  than  as  sentences  buried  in  papers 
directed  to  other  matters  (such  as  an  application  transmittal 
letter).  The  use  of  individual  papers  directed  only  to  an 
extension  of  time  or  to  a  general  authorization  for  payment  of 
fees  would  permit  the  Office  to  more  readily  identify  the 
presence  of  such  items  and  list  them  individually  on  the 
application  file  jacket,  thus  facilitating  future  identification  of 
these  authorizations. 
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Comment  62:  Two  comments  requested  that  it  be  clarified 
whether  the  reference  to  submission  of  a  paper  with  an 
authorization  is  to  be  construed  as  allowing  for  submission  of 
a  standard  sentence  in  a  general  reply  to  an  Office  action  that 
includes  a  check  box  on  anapplication  transmittal  form. 

Response:  The  comments  have  been  adopted  and  the  proposed 
language  of  paragraph  (a)(3)  of  §  1.136  modified  to  replace  the 
reference  to  "paper"  with  "written  request." 

Section  1.136(a)(3)  is  additionally  amended  to  provide  that 
general  authorizations  to  charge  fees  are  effective  to  meet  not 
only  the  requirement  for  the  extension  of  time  fee  for  replies 
filed  concurrent  or  subsequent  to  the  authorization  but  also 
represent  a  constructive  petition  for  an  extension  of  time, 
which  is  a  change  from  current  practice  wherein  a  general 
authorization  to  charge  additional  fees  does  not  represent  a 
petition  for  an  extension  of  time,  which  petition  must  be 
separately  requested. 

Section  1.136(a)(3)  also  includes  the  sentence  "ubmission  of 
the  fee  set  forth  in  §  1.17(a)  will  also  be  treated  as  a 
constructive  petition  for  an  extension  of  time  in  any  concurrent 
reply  requiring  a  petition  for  an  extension  of  time  under  this 
paragraph  for  its  timely  submission."  This  provides  for  those 
instances  in  which  an  applicant  files  a  reply  with  a  check  (or 
other  means  of  payment  under  §  1.23)  for  the  requisite  fee 
under  §  1.17(a)(1)  through  (5)  for  the  petition  under  §  1.136(a) 
required  to  render  such  reply  timely,  but  omits  a  request  (i.e., 
a  petition)  for  an  extension  of  time  under  §  1.136(a).  In  such 
instances,  the  mere  submission  of  the  appropriate  fee  will  be 
treated  as  a  constructive  petition  for  the  extension  of  time  to 
render  the  reply  timely. 

Section  1.136(b)  is  amended  for  clarity  and  to  replace  the 
phrase  "response"  with  the  phrase  "reply"  for  consistency  with 
§  1.111. 

Section  1.137:  Section  1.137  is  amended  to,  inter  alia,  incor- 
porate revival  of  abandoned  applications  and  lapsed  patents  for 
the  failure:  (1)  to  timely  reply  to  an  Office  requirement  in  a 
provisional  application  (§  1.139);  (2)  to  timely  pay  the  issue 
fee  for  a  design  application  (§  1.155);  (3)  to  timely  pay  the 
issue  fee  for  a  utility  or  plant  application  (  §  1.316);  or  (4)  to 
timely  pay  any  outstanding  balance  of  the  issue  fee  (  §  1.317) 
(lapsed  patents). 

Section  1.137(a)  is  amended  to  provide:  (1)  that  it  is  the 
paragraph  that  applies  to  petitions  under  the  "unavoidable" 
standard;  (2)  that  "where  the  delay  in  reply  was  unavoidable,  a 
petition  may  be  filed  to  revive  an  abandoned  application  or  a 
lapsed  patent  pursuant  to  ";  and  (3)  the  requirements  for  a 
grantable  petition  pursuant  to  §  1.137(a)  in  paragraphs  (a)(1) 
through  (a)(4). 

Section  1.137(a)(1)  (and  §  1.137(b)(1))  are  amended  to  pro- 
vide that  a  grantable  petition  pursuant  to  §  1.137(a)  must  be 
accompanied  by  "he  required  reply,  unless  previously  filed." 
Section  1.137(a)(1)  (and  §  1.137(b)(1))  is  amended  to  further 
provide  that  "n  a  nonprovisional  application  abandoned  for 
failure  to  prosecute,  the  required  reply  may  be  met  by  the  filing 
of  a  continuing  application"  and  that  "n  an  application  or 
patent,  abandoned  or  lapsed  for  failure  to  pay  the  issue  fee  or 
any  portion  thereof,  the  required  reply  must  be  the  payment  of 
the  issue  fee  or  any  outstanding  balance  thereof." 

Under  §  1.137(a)(1)  (and  §  1.137(b)(1)),  a  continuing  apph- 
cation  is  a  permissive  {i.e.,  "may  be  met")  reply  in  a  nonpro- 
visional application  abandoned  for  failure  to  prosecute,  in  that 
an  applicant  in  a  nonprovisional  application  abandoned  for 
failure  to  prosecute  may  file  a  reply  under  §  1.111  to  a 
non-final  Office  action  or  a  reply  under  §  1.113  (e.g.,  notice  of 
appeal)  to  a  final  Office  action,  or  may  simply  file  a  continuing 
application  as  the  required  reply.  The  Office,  however,  may 
require  a  continuing  application  (or  request  for  further  exami- 
nation pursuant  to  §  1.129(a))  to  meet  the  reply  requirement  of 
§  1.137(a)(1)  (or  §  1.137(b)(1))  where,  under  the  circum- 
stances of  the  appUcation,  treating  a  reply  under  §  1.111  or  § 
1.113  would  place  an  inordinate  burden  on  the  Office.  Exem- 
plary circumstances  of  when  treating  areply  under  §  1.111  or  § 
1.113  may  place  an  inordinate  burden  on  the  Office  are:  (1)  an 
application  abandoned  for  an  inordinate  period  of  time;  (2)  the 
application  file  containing  multiple  or  conflicting  replies  to  the 


last  Office  action;  and  (3)  the  submission  of  a  reply  or  replies 
under  §  1.137(a)(1)  (or  §  1.137(b)(1))  that  are  questionable  as 
to  comphance  with  §  1.111  or  §  1.113. 

While  the  revival  of  applications  abandoned  for  failure  to 
timely  prosecute  and  for  failure  to  timely  pay  the  issue  fee  are 
incorporated  together  in  §  1.137,  the  statutory  provisions  for 
the  revival  of  an  application  abandoned  for  failure  to  timely 
prosecute  and  for  failure  to  timely  submit  the  issue  fee  are 
mutually  exclusive.  See  Brenner  v.  Ebbert,  398  F.2d  762, 
157USPQ  609  (D.C.  Cir.),  cert,  denied  393  U.S.  926,  159 
USPQ  799  (1968).  35  U.S.C.  151  authorizes  the  acceptance  of 
a  delayed  payment  of  the  issue  fee,  if  the  issue  fee  "is 
submitted  .  .  .  and  the  delay  in  payment  is  shown  to  have  been 
unavoidable."  35  U.S.C.  41(a)(7)  likewise  authorizes  the 
acceptance  of  an  "unintentionally  delayed  payment  of  the  fee 
for  issuing  each  patent."  Thus,  35  U.S.C.  41(a)(7)  and  151 
each  require  payment  of  the  issue  feeas  a  condition  of  reviving 
an  appUcation  abandoned  or  patent  lapsed  for  failure  to  pay  the 
issue  fee.  Therefore,  the  filing  of  a  continuing  application 
without  payment  of  the  issue  fee  or  any  outstanding  balance 
thereof  is  not  an  acceptable  proposed  reply  in  an  application 
abandoned  or  patent  lapsed  for  failure  to  pay  the  issue  fee  or 
any  portion  thereof. 

The  Notice  of  Allowance  requires  the  timely  payment  of  the 
issue  fee  in  effect  on  the  date  of  its  mailing  to  avoid 
abandonment  of  the  application.  In  instances  in  which  there  is 
an  increase  in  the  issue  fee  by  the  time  of  payment  of  the  issue 
fee  required  in  the  Notice  of  Allowance,  the  Office  will  mail  a 
notice  requiring  payment  of  the  balance  of  the  issue  fee  then  in 
effect.  See  In  re  Mills,  12  USPQ2d  1847  (Comm'r  Pat.  1989). 
The  phrase  "for  failure  to  pay  the  issue  fee  or  any  portion 
thereof  applies  to  those  instances  in  which  the  applicant  fails 
to  pay  either  the  issue  fee  required  in  the  Notice  of  Allowance 
or  the  balance  of  the  issue  feerequired  in  a  subsequent  notice. 
In  such  instances,  the  proposed  reply  must  be  the  issue  feethen 
in  effect,  if  no  portion  of  the  issue  fee  was  previously 
submitted,  or  any  outstanding  balance  of  the  issue  fee  then  in 
effect,  if  a  portion  of  the  issue  fee  was  previously  submitted. 

These  changes  to  §  1.137(a)(1)  (and  §  1.137(b)(1))  are 
necessary  to  incorporate  into  §  1.137  the  revival  of  abandoned 
applications  and  lapsed  patents  for  the  failure  to:  (1)  timely 
reply  to  an  Office  requirement  in  a  provisional  application  (§ 
1.139),  (2)  timely  pay  the  issue  fee  (§  1.155  and  §  1.316),  or 
(3)  timely  pay  any  outstanding  balance  of  the  issue  fee  (  § 
1.317). 

Section  1.137(a)(3)  is  amended  to  provide  that  a  grantable 
petition  pursuant  to  §  1.137(a)  must  be  accompanied  by  " 
showing  to  the  satisfaction  of  the  Commissioner  that  the  entire 
delay  in  filing  the  required  reply  from  the  due  date  for  the  reply 
until  the  filing  of  a  grantable  petition  pursuant  to  this  paragraph 
was  unavoidable." 

Section  1.137(a)  deletes  the  requirement  that  a  petition  there- 
under be  "promptly  filed  after  the  applicant  is  notified  of,  or 
otherwise  becomes  aware  of,  the  abandonment."  The  genesis 
of  the  "promptly  filed"  requirement  in  §  1.137(a)  is  the 
legislative  history  of  Pub.  L.  97-247,  3,  96  Stat.  317  (1982) 
(which  provides  for  the  revival  of  an  "unintentionally"  aban- 
doned application),  which  provides,  inter  alia,  that: 

In  order  to  prevent  abuse  and  injury  to  the  public  the 
Commissioner  could  require  a  terminal  disclaimer  equivalent 
to  the  period  of  abandonment  and  could  require  applicants  to 
act  promptly  after  becoming  aware  of  the  abandonment. 

See  H.R.  Rep.  No.  542,  97th  Cong.,  2d  Sess.  7  (1982), 
reprinted  in  1982  U.S.C.C.A.N.  771  (emphasis  added). 

Nevertheless,  35  U.S.C.  133  and  151  each  require  a  showing 
that  the  "delay"  was  "unavoidable,"  which  requires  not  only  a 
showing  that  the  delay  which  resulted  in  the  abandonment  of 
the  application  was  unavoidable,  but  also  a  showing  of 
unavoidable  delay  until  the  filing  of  a  petition  to  revive.  See  In 
re  Application  of  Takao,  17  USPQ2d  1155  (Comm'r  Pat. 
1990).  The  burden  of  continuing  the  process  of  presenting  a 
grantable  petition  in  a  timely  manner  likewise  remains  with  the 
appUcant  until  the  applicant  is  informed  that  the  petition  is 
granted.  Id.  Thus,  an  applicant  seeking  to  revive  an  "unavoid- 
ably" abandoned  application  must  cause  a  petition  under  § 
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1.137(a)  to  be  filed  without  delay  {i.e.,  promptly  upon  becom- 
ing notified,  or  otherwise  becoming  aware,  of  the  abandonment 
of  the  application). 

An  appUcant  who  fails  to  file  a  petition  under  §  1.137(a) 
"promptly"  upon  becoming  notified,  or  otherwise  becoming 
aware,  of  the  abandonment  of  the  application  will  not  be  able 
to  show  that  "the  entire  delay  in  filing  the  required  reply  from 
the  due  date  for  the  reply  until  the  fifing  of  a  grantable  petition 
pursuant  to  was  unavoidable."  The  removal  of  the  language  in 
§  1.137(a)  requiring  that  any  petition  thereunder  be  "promptly 
filed  after  the  applicant  is  notified  of,  or  otherwise  becomes 
aware  of,  the  abandonment"  should  not  be  viewed  as:  (1) 
permitting  an  applicant,  upon  becoming  notified,  or  otherwise 
becoming  aware,  of  the  abandonment  of  the  application,  to 
delay  the  fifing  of  a  petition  under  §  1.137(a);  or  (2)  changing 
(or  modifying)  the  result  in  In  re  Application  of  S,  8  USPQ2d 
1630  (Comm"r  Pat.  1988),  in  which  a  petition  under  §  1.137(a) 
was  denied  due  to  the  appUcant' s  deliberate  deferral  in  fifing  a 
petition  under  §  1.137.  An  applicant  who  deliberately  chooses 
to  delay  the  filing  of  a  petition  under  §  1. 137  (as  in  Application 
ofS)  will  not  be  able  to  show  that  "the  entire  delay  in  filing  the 
required  reply  from  the  due  date  for  the  reply  until  the  filing  of 
a  grantable  petition  pursuant  to  [§  1.137(a)]  was  unavoidable" 
or  even  make  an  appropriate  statement  that  "the  entire  delay  in 
filing  the  required  reply  from  the  due  date  for  the  reply  until 
the  fifing  of  a  grantable  petition  pursuant  to  [§  1.137(b)]  was 
unintentional." 

Therefore,  the  requirement  in  §  1.137(a)  that  a  petition 
thereunder  be  "promptly  filed  after  the  applicant  is  notified  of, 
or  otherwise  becomes  aware  of,  the  abandonment"  is  deleted 
solely  because  it  is  considered  redundant  in  fight  of  the 
requirement  for  a  showing  that  the  entire  delay  in  fifing  the 
required  reply  from  the  due  date  for  the  reply  until  the  fifing  of 
a  grantable  petition  pursuant  to  §  1.137(a)  was  unavoidable. 

Section  1.137(a)(3)  (and  §  1.137(b)(3))  is  further  amended  to 
delete  the  requirement  that  the  showing  (statement)  must  be  a 
verified  showing  or  statement  if  made  by  a  person  not 
registered  to  practice  before  the  Patent  and  Trademark  Office. 
Section  1.56  currently  provides  that  each  individual  associated 
with  the  fifing  and  prosecution  of  a  patent  application  has  a 
duty  of  candor  and  good  faith.  Sections  §  1.4(d)  and  §  10.18 
are  amended  to  provide  that  a  signature  on  a  paper  submitted 
to  the  Office  constitutes  an  acknowledgment  that  willful  false 
statements  are  punishable  under  18  U.S.C.  1001,  and  may 
jeopardize  the  validity  of  the  appfication  or  any  patent  issuing 
thereon.  Therefore,  requiring  additional  verification  of  a  show- 
ing or  statement  under  §  1.137  would  be  redundant.  In 
addition,  this  requirement  results  in  delays  in  the  treatment  of 
the  merits  of  petitions  that  include  unverified  statements. 

Section  1.137(a)(4)  (and  §  1.137(b)(4))  are  added  to  provide 
that  a  grantable  petition  under  §  1.137  must  be  accompanied  by 
"ny  terminal  disclaimer  (and  fee  as  set  forth  in  §  1.20(d)) 
required  pursuant  to  [§  1.137(c)]." 

Section  1.137(b)  is  amended  to  provide:  (1)  that  it  is  the 
paragraph  that  applies  to  petitions  under  the  "unintentional" 
standard;  (2)  that  "where  the  delay  in  reply  was  unintentional, 
a  petition  may  be  filed  to  revive  an  abandoned  appfication  or  a 
lapsed  patent  pursuant  to  [§  1.137(b)]";  and  (3)  the  require- 
ments for  a  grantable  petition  pursuant  to  §  1.137(b)  in 
paragraphs  (b)(1)  through  (b)(4). 

Section  1.137(b)(1)  is  amended  (as  discussed  supra)  to  provide 
that  a  grantable  petition  under  §  1.137(b)  must  be  accompanied 
by  "he  required  reply,  unless  previously  filed."  Section 
1.137(b)(1)  is  amended  to  further  provide  that  "n  a  nonprovi- 
sional  appfication  abandoned  for  failure  to  prosecute,  the 
required  reply  may  be  met  by  the  filing  of  a  continuing 
application"  and  that  "[i]n  an  application  or  patent,  abandoned 
or  lapsed  for  failure  to  pay  the  issue  fee  or  any  portion  thereof, 
the  required  reply  must  be  the  payment  of  the  issue  fee  or  any 
outstanding  balance  thereof." 

Section  1.137(b)(3)  is  amended  to  provide  that  a  grantable 
petition  under  §  1.137(b)  must  be  accompanied  by  [a]" 
statement  that  the  entire  delay  in  providing  the  required  reply 
from  the  due  date  for  the  reply  until  the  filing  of  a  grantable 
petition  pursuant  to  this  paragraph  was  unintentional"  and  that 
"[t]he  Commissioner  may  require  additional  information 
where  there  is  a  question  whether  the  delay  was  unintentional." 


While  the  Office  will  generally  require  only  the  statement  that 
the  entire  delay  in  providing  the  required  reply  from  the  due 
date  for  the  reply  until  the  filing  of  a  grantable  petition 
pursuant  to  §  1. 137(b)  was  unintentional,  the  Office  may 
require  an  applicant  to  carry  the  burden  of  proof  to  establish 
that  the  delay  from  the  due  date  for  the  reply  until  the  fifing  of 
a  grantable  petition  was  unintentional  within  the  meaning  of  35 
U.S.C.  41(a)(7)  and  §  1.137(b)  where  there  is  a  question 
whether  the  entire  delay  was  unintentional.  See  In  re  Applica- 
tion ofG,  11  USPQ2d  1378,  1380  (Comm'r  Pat.  1989). 

Section  1.137(b)(4)  is  amended  to  delete  the  one-year  filing 
period  requirement.  Section  1.137(b)(4)  is  amended  to  provide 
that  a  grantable  petition  under  §  1.137  must  be  accompanied  by 
"[a]ny  terminal  disclaimer  (and  fee  as  set  forth  in  §  1.20(d)) 
required  pursuant  to  [§  1.137(c)]." 

Requirement  that  the  entire  delay  until  the  filing  of  a  grantable 
petition  was  unavoidable  (§  1.137(a))  or  unintentional  (§ 
1.137(b)): 

There  are  three  periods  to  be  considered  during  the  evaluation 
of  a  petition  under  §  1.137:  (1)  the  delay  in  reply  that  originally 
resulted  in  the  abandonment;  (2)  the  delay  in  filing  an  initial 
petition  pursuant  to  §  1.137  to  revive  the  appfication;  and  (3) 
the  delay  in  fifing  a  grantable  petition  pursuant  to  §  1.137  to 
revive  the  application. 

Where  the  applicant  deliberately  permits  an  application  to 
become  abandoned  (e.g.,  due  to  aconclusion  that  the  claims  are 
unpatentable,  that  a  rejection  in  an  Office  action  caimot  be 
overcome,  or  that  the  invention  lacks  sufficient  commercial 
value  to  justify  continued  prosecution),  the  abandonment  of 
such  application  is  considered  to  be  a  deliberately  chosen 
course  of  action,  and  the  resulting  delay  caimot  be  considered 
as  "unintentional"  within  the  meaning  of  §  1.137(b).  See 
Application  of  G,  11  USPQ2d  at  1380.  Likewise,  where  the 
applicant  deliberately  chooses  not  to  seek  or  persist  in  seeking 
the  revival  of  an  abandoned  application,  or  where  the  applicant 
deliberately  chooses  to  delay  seeking  the  revival  of  an  aban- 
doned application,  the  resulting  delay  in  seeking  revival  of  the 
abandoned  appfication  cannot  be  considered  as  "unintentional" 
within  the  meaning  of  §  1.137(b).  An  intentional  delay 
resulting  from  a  deliberate  course  of  action  chosen  by  the 
applicant  is  not  ajQFected  by:  (1)  the  correctness  of  the  appfi- 
cant's  (or  applicant's  representative's)  decision  to  abandon  the 
application  or  not  to  seek  or  persist  in  seeking  revival  of  the 
application;  (2)  the  correctness  or  propriety  of  a  rejection,  or 
other  objection,  requirement,  or  decision  by  the  Office;  or  (3) 
the  discovery  of  new  information  or  evidence,  or  other  change 
in  circumstances  subsequent  to  the  abandonment  or  decision 
not  to  seek  or  persist  in  seeking  revival.  Obviously,  delaying 
the  revival  of  an  abandoned  application,  by  a  deliberately 
chosen  course  of  action,  until  the  industry  or  a  competitor 
shows  an  interest  in  the  invention  (a  submarine  application)  is 
the  antithesis  of  an  "unavoidable"  or  "unintentional"  delay.  An 
intentional  abandonment  of  an  application,  or  an  intentional 
delay  in  seeking  either  the  withdrawal  of  a  holding  of 
abandonment  in  or  the  revival  of  an  abandoned  appfication, 
precludes  a  finding  of  unavoidable  or  unintentional  delay 
pursuant  to  §  1.137.  See  In  re  Maldague,  10  USPQ2d  1477, 
1478  (Comm'r  Pat.  1988). 

The  Office  does  not  generally  question  whether  there  has  been 
an  intentional  or  otherwise  impermissible  delay  in  fifing  an 
initial  petition  pursuant  to  §  1. 137(a)  or  (b),  when  such  petition 
is  filed:  (1)  within  three  months  of  the  date  the  applicant  is  first 
notified  that  the  application  is  abandoned;  and  (2)  within  one 
year  of  the  date  of  abandonment  of  the  application.  Thus,  an 
applicant  seeking  revival  of  an  abandoned  application  is 
advised  to  file  a  petition  pursuant  to  §  1.137  within  three 
months  of  the  first  notification  that  the  application  is  aban- 
doned to  avoid  the  question  of  intentional  delay  being  raised 
by  the  Office  (or  by  third  parties  seeking  to  chafienge  any 
patent  issuing  from  the  application). 

Where  a  petition  pursuant  to  §  1.137(a)  or  (b)  is  not  filed 
within  three  months  of  the  date  the  applicant  is  first  notified 
that  the  application  is  abandoned,  the  Office  may  consider 
there  to  be  a  question  as  to  whether  the  delay  was  unavoidable 
or  even  unintentional.  In  such  instances,  the  Office  may 
require:  (1)  a  showing  as  to  how  the  delay  between  the  date  the 
applicant  was  first  nofified  that  the  application  was  abandoned 
and  the  date  a  §  1.137(a)  petition  was  filed  was  "unavoidable"; 
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or  (2)  further  information  as  to  the  cause  of  the  delay  between 
the  date  the  applicant  was  first  notified  that  the  application  was 
abandoned  and  the  date  a  §  1.137(b)  petition  was  filed,  and 
how  such  delay  was  "unintentional."  To  avoid  delay  in  the 
consideration  of  a  petition  under  §  1.137(a)  or  (b)  in  instances 
in  which  such  petition  was  not  filed  within  three  months  of  the 
date  the  applicant  was  first  notified  that  the  application  was 
abandoned,  applicants  should  include  a  showing  as  to  how  the 
delay  between  the  date  the  applicant  is  first  notified  by  the 
Office  that  the  application  is  abandoned  and  filing  of  a  petition 
under  §  1.137  was:  (1)  "unavoidable"  in  a  petition  under  § 
1.137(a);  or  (2)  "unintentional"  in  a  petition  under  §  1.137(b). 

Where  a  petition  pursuant  to  §  1.137(a)  or  (b)  is  not  filed 
within  one  year  of  the  date  of  abandonment  of  the  application 
(note  that  abandonment  takes  place  by  operation  of  law,  rather 
than  the  mailing  of  a  Notice  of  Abandonment),  the  Office  may 
require:  (1)  further  information  as  to  when  the  applicant  (or  the 
applicant's  representative)  first  became  aware  of  the  abandon- 
ment of  the  application;  and  (2)  a  showing  as  to  how  the  delay 
in  discovering  the  abandoned  status  of  the  application  occurred 
despite  the  exercise  of  due  care  or  diligence  on  the  part  of  the 
applicant  (or  the  applicant's  representative)  (see  Ex  parte 
Pratt,  1887  Dec.  Comm'r  Pat.  31  (1887)).  To  avoid  delay  in 
the  consideration  of  a  petition  under  §  1.137(a)or  (b)  in 
instances  in  which  such  petition  was  not  filed  within  one  year 
of  the  date  of  abandonment  of  the  application,  applicants 
should  include:  (1)  the  date  that  the  apphcant  first  became 
aware  of  the  abandonment  of  the  application;  and  (2)  a 
showing  as  to  how  the  delay  in  discovering  the  abandoned 
status  of  the  application  occurred  despite  the  exercise  of  due 
care  or  diligence  on  the  part  of  the  applicant. 

In  either  instance,  applicant's  failure  to  carry  the  burden  of 
proof  to  establish  that  the  "entire"  delay  was  "unavoidable"  or 
"unintentional"  may  lead  to  the  denial  of  a  petition  under  § 
1.137(a)  or  §  1.137(b),  regardless  of  the  circumstances  that 
originally  resulted  in  the  abandonment  of  the  application. 

Section  1.137(d)  specifies  a  time  period  within  which  a 
renewed  petition  pursuant  to  §  1.137  must  be  filed  to  be 
considered  timely.  So  long  as  a  renewed  petition  is  timely  filed 
under  §  1.137(d)  (including  any  properly  obtained  extensions 
of  time),  the  Office  will  consider  the  delay  in  filing  a  renewed 
petition  under  §  1.137(a)  "unavoidable"  under  §  1.137(a)(3), 
and  will  consider  the  delay  in  filing  a  renewed  petition  under 
§  1.137(b)  "unintentional"  under  §  1.137(b)(3).  Where  an 
applicant  files  a  renewed  petition,  request  for  reconsideration, 
or  other  petition  seeking  review  of  a  prior  decision  on  a 
petition  pursuant  to  §  1.137  outside  the  time  period  specified  in 
§  1.137(d),  the  Office  may  require,  inter  alia,  a  specific 
showing  as  to  how  the  entire  delay  was  "unavoidable"  (§ 
1.137(a))  or  "unintentional"  (§  1.137(b)).  As  discussed  supra, 
a  delay  resulting  from  the  applicant  deliberately  choosing  not 
to  persist  in  seeking  the  revival  of  an  abandoned  application 
cannot  be  considered  "unavoidable"  or  "unintentional"  within 
the  meaning  of  §  1.137,  and  the  correctness  or  propriety  of  the 
decision  on  the  prior  petition  pursuant  to  §  1.137,  the  correct- 
ness of  the  applicant's  (or  the  applicant's  representative's) 
decision  not  to  persist  in  seeking  revival,  the  discovery  of  new 
information  or  evidence,  or  other  change  in  circumstances 
subsequent  to  the  abandonment  or  decision  to  not  persist  in 
seeking  revival  are  immaterial  to  such  intentional  delay  caused 
by  the  deliberate  course  of  action  chosen  by  the  applicant. 

Retroactive  application  of  §  1.137(b): 

There  was  no  prohibition  in  former  §  1.137(b)  against  requests 
for  waiver  of  its  one-year  filing  period  requirement;  however, 
waiver  of  the  one-year  filing  period  requirement  of  former  § 
1.137(b)  was  subject  to  strictly  limited  conditions  (§  1.183). 
See  Final  Rule  entitled  "Changes  in  Procedures  for  Revival  of 
Patent  Applications  and  Reinstatement  of  Patents,"  published 
in  the  Federal  Register  at  58  FR  44277  (August  20,  1993),  and 
in  the  Official  Gazette  at  1154  Off.  Gaz.  Pat.  Office  35 
(September  14,  1993).  Thus,  under  the  terms  of  former  § 
1.137,  an  applicant  in  an  application  abandoned  for  more  than 
one  year  could  file  either  a  petition  under  §  1.137(a)  to  revive 
the  application  on  the  basis  of  "unavoidable"  delay,  or  a 
petition  under  §  1.183  and  §  1.137(b)  to  revive  the  application 
on  the  basis  of  "unintentional"  delay.  That  is,  where  an 
application  was  abandoned  for  more  than  one  year,  and  the 
delay   was   "unintentional"   but  not   "unavoidable,"   it  was 


incumbent  upon  an  applicant  desiring  revival  of  the  application 
to  promptly  file  a  petition  under  §  1.183  and  §  1.137(b)  to 
revive  the  application. 

While  §  1.137(b),  as  amended,  is,  by  its  terms,  applicable  to 
applications  abandoned  prior  to  its  effective  date,  §  1.137(b) 
requires,  by  its  terms,  "[a]  statement  that  the  entire  delay  in 
providing  the  required  reply  from  the  due  date  for  the  reply 
until  the  filing  of  a  grantable  petition  pursuant  to  this  paragraph 
was  unintentional."  Thus,  where  an  applicant  (or  the  appli- 
cant's representative)  previously  chose  not  to  seek  revival  of 
an  application  (e.g.,  due  to  the  opinion  that  the  former 
provisions  of  §  1.137(a)  or  (b)  did  not  permit  revival  thereun- 
der), the  resulting  delay  in  seeking  revival  of  the  application 
cannot  be  considered  "unintentional"  within  the  meaning  of  § 
1.137(b).  Likewise,  where  an  applicant  (or  the  applicant's 
representative)  previously  requested  revival  of  an  application, 
received  an  adverse  decision  (e.g.,  a  dismissal  or  denial),  and 
chose  not  to  persist  in  seeking  revival  of  the  application  (e.g., 
by  request  for  reconsideration  or  review),  the  resulting  delay  in 
seeking  revival  of  the  application  likewise  cannot  be  consid- 
ered "unintentional"  within  the  meaning  of  §  1.137(b).  The 
elimination  of  the  one-year  filing  period  requirement  in  § 
1.137(b)  does  not  create  a  newright  to  overcome  any  prior 
intentional  delay  caused  by  a  deliberate  course  of  action  (or 
inaction)  chosen  by  the  applicant.  Thus,  any  applicant  filing  a 
petition  under  §  1.137  after  the  effective  date  of  this  Final  Rule, 
but  outside  the  period  set  in  §  1.137(d)  for  seeking  reconsid- 
eration of  a  prior  adverse  decision  on  a  request  to  revive  an 
application  will  be  considered  to  have  acquiesced  in  the 
abandonment  of  the  application  or  lapse  of  the  patent. 

Section  1.137(c)  is  amended  to  change  the  introductory  phrase 
"[i]n  all  apphcations  filed  before  June  8,  1995,  and  in  all 
design  applications  filed  on  or  after  June  8,  1995"  to  "[i]n  a 
design  application,  a  utility  apphcation  filed  before  June  8, 
1995,  or  a  plant  application  filed  before  June  8,  1995"  for 
clarity.  Section  1.137(c)  is  further  amended  to  change  the 
phrase  "any  petition  to  revive  pursuant  to  paragraph  (a)  of  this 
section"  to  "any  petition  to  revive  pursuant  to  this  section,"  and 
the  phrase  "not  filed  within  six  months  of  the  date  of 
abandonment  of  the  applications"  is  deleted.  Section  1.137(c) 
is  further  amended  to  change  the  phrase  "must  also  apply  to 
any  patent  granted  on  any  continuing  application  entitled  under 
35  U.S.C.  120  to  the  benefit  of  the  filing  date  of  the  application 
for  which  revival  is  sought"  to  "must  also  apply  to  any  patent 
granted  on  any  continuing  application  that  contains  a  specific 
reference  under  35  U.S.C.  120,  121,  or  365(c)  to  the  applica- 
tion for  which  revival  is  sought,"  since  it  is  the  claim  for,  and 
not  the  entitlement  to,  the  benefit  of  the  filing  date  of  the 
application  for  which  revival  is  sought  that  triggers  the 
requirement  for  the  filing  of  a  terminal  disclaimer  in  the 
continuing  application. 

Section  1.137(d)  is  amended  to  change  "application"  to  "aban- 
doned application  or  lapsed  patent"  to  incorporate  into  §  1.137 
the  revival  of  lapsed  patents.  In  view  of  the  elimination  of  a 
time  period  from  §  1.137(b),  the  provisions  of  former  § 
1.137(e)  are  incorporated  into  §  1.137(d)  as  "nless  a  decision 
indicates  otherwise,  this  time  period  may  be  extended  under 
the  provisions  of  §  1.136." 

Section  1.137(e)  is  amended  to  expressly  provide  that  a 
provisional  application,  abandoned  for  failure  to  timely  reply 
to  an  Office  requirement,  may  be  revived  pursuant  to  § 
1 . 1 37(a)  or  (b)  so  as  to  be  pending  for  a  period  of  no  longer 
than  twelve  months  from  its  filing  date.  In  accordance  with  35 
U.S.C.  111(b)(5),  §  1.137(e)  clearly  indicates  that  "nder  no 
circumstances  will  a  provisional  application  be  regarded  as 
pending  after  twelve  months  from  its  filing  date."  Prior  § 
1.139(a)  and  (b)  each  provided  that  a  provisional  application 
may  be  revived  so  as  to  be  pending  for  a  period  of  no  longer 
than  twelve  months  from  its  filing  date,  and  that  under  no 
circumstances  will  a  provisional  application  be  regarded  as 
pending  after  twelve  months  from  its  filing  date. 

Comment  63:  The  majority  of  comments  opposed  amending  § 
1 .137(a)  and  (b)  to  include  time  limits  based  upon  the  mail  date 
of  a  notification  of  abandonment,  as  well  as  the  retroactive 
application  of  such  a  change  to  the  rules  of  practice.  While 
these  comments  recognized  that  any  filing  period  requirement 
§  1 . 1 37  is  better  based  upon  the  date  of  notification,  rather  than 
the  date  of  abandonment,  they  argued  that  there  will  inevitably 
be  instances  in  which  a  blameless  applicant  will  not  be  able  to 
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meet  the  filing  period  requirement  due  to  extenuating  circum- 
stances. The  majority  of  comments  supported  amending  § 
1.137(a)  and  (b)  to  remove  the  filing  period  requirement,  as 
well  as  the  retroactive  application  of  such  a  change  to  the  rules 
of  practice. 

Response:  The  Office  will  adopt  a  §  1.137  that  does  not  include 
filing  period  requirements,  and  will  not  limit  the  retroactive 
application  of  §  1. 137(b)  as  adopted,  other  than  by  the  terms  of 
the  rule  (as  discussed  supra). 

Comment  64:  One  comment  generally  supported  the  change  to 
§  1.137(b)  to  remove  the  fifing  period  requirement,  but 
expressed  concerns  as  to  the  routine  revival  of  abandoned 
applications.  The  comment  specifically  suggested  that  the 
Office  continue  to  require  a  high  showing  to  justify  the  revival 
of  an  abandoned  application,  especially  where  the  petition  was 
filed  substantially  after  abandonment  or  applicant's  receipt  of 
the  notice  of  abandorunent. 

Response:  The  Office  does  not  consider  the  revival  of  an 
abandoned  application  to  be  a  "routine"  matter.  The  Office  will 
require,  inter  alia,  a  "showing  to  the  satisfaction  of  the 
Commissioner  that  the  entire  delay  in  filing  the  required  reply 
from  the  due  date  for  the  reply  until  the  filing  of  a  grantable 
petition  pursuant  to  [§  1.137(a)]  was  unavoidable"  as  a 
prerequisite  to  the  grant  of  any  petition  based  upon  unavoid- 
able delay  (§  1.137(a)).  The  Office  will  require,  inter  alia,  sl 
"statement  that  the  entire  delay  in  filing  the  required  reply  from 
the  due  date  for  the  reply  until  the  filing  of  a  grantable  petition 
pursuant  to  [§  1.137(b)]  was  unintentional"  by  a  registered 
practitioner  or  other  party  in  interest  having  firsthandknowl- 
edge  of  the  circumstances  surrounding  the  delay  as  a  prereq- 
uisite to  the  grant  of  any  petition  based  upon  unintentional 
delay  (§  1.137(b)).  The  Office  expects  that  such  statement 
made  by  a  registered  practitioner  not  having  first  hand  knowl- 
edge of  the  circumstances  surrounding  the  delay  be  based  upon 
a  reasonable  investigation  of  the  circumstances  surrounding 
the  abandoimient  of  the  application  (§  10.18),  and  that  such 
statement  by  any  person  be  consistent  with  the  duty  of  candor 
and  good  faith  and  the  duty  to  disclose  material  information  to 
the  Office  (§  1.56). 

Regardless  of  the  length  of  the  delay,  §  1.137(a)  requires  that 
the  entire  delay  in  filing  the  required  reply  from  the  due  date 
for  the  reply  until  the  filing  of  a  grantable  petition  pursuant  to 
§  1.137(a)  was  unavoidable.  Likewise,  regardless  of  the  length 
of  the  delay,  §  1.137(b)  requires  that  the  entire  delay  in  filing 
the  required  reply  from  the  due  date  for  the  reply  until  the 
filing  of  a  grantable  petition  piu'suant  to  §  1.137(b)  was 
unintentional.  As  "unintentional"  delay  does  not  require  that 
the  delay  have  occurred  despite  the  exercise  of  due  care  and 
diligence  (as  does  "unavoidable"  delay),  the  Office  does  not 
routinely  require  a  "showing"  of  unintentional  delay  for  a 
petition  under  §  1.137(b).  However,  where  there  may  be  a 
question  whether  the  delay  was  unintentional,  the  Office  may 
require  a  showing  of  unintentional  delay  for  a  petition  under  § 
1.137(b).  Such  question  may  arise  from  papers  submitted  to 
the  Office  prior  to  the  petition  under  §  1.137(b)  {e.g.,  a  letter  of 
express  abandonment,  or  other  communication  evidencing  a 
desire  to  discontinue  prosecution)  or  from  facts  set  forth  in  the 
petition  itself.  Such  question  may  also  arise  simply  from  the 
length  of  the  delay  between  the  date  the  applicant  was  notified 
of  the  abandoned  status  of  the  application  and  the  date  action 
was  taken  to  revive  the  abandoned  apphcation,  or  the  length  of 
the  period  of  abandonment.  Specifically,  where  there  is  a  delay 
of  three  months  between  the  date  the  applicant  was  notified  of 
the  abandoned  status  of  the  application  (i.e.,  the  mail  date  of 
the  notice  of  abandonment)  and  the  date  a  petition  under  § 
1.137(b)  was  filed,  or  where  the  apphcation  was  abandoned  for 
more  than  one  year  prior  to  the  date  a  petition  under  §  1.137(b) 
was  filed,  the  Office  may  require  further  information  and  a 
showing  that  the  delay  was  unintentional. 

Finally,  it  should  be  stressed  that  the  mere  fact  that  a  petition 
under  §  1.137(b)  was  filed  within  three  months  of  the  date  the 
applicant  was  notified  of  the  abandoned  status  of  the  apphca- 
tion (i.e.,  the  mail  date  of  the  notice  of  abandonment)  or  within 
one  year  of  the  date  of  abandonment  does  not  imply  that  the 
delay  was  "unintentional."  That  is,  an  applicant  who  deliber- 
ately delays  the  filing  of  a  petition  under  §  1.137  until  three 
months  from  the  mail  dateof  the  notice  of  abandonment  (or 
based  upon  the  one-year  anniversary  of  the  date  of  abandon- 
ment) cannot  appropriately  make  the  statement  that  "the  delay 


was  unintentional."  This  time  frame  is  provided  simply  as  an 
indication  as  to  when  an  applicant  should  expect  the  Office  to 
inquire  further  into  the  circumstances  of  the  abandonment  of 
an  application  for  which  a  petition  under  §  1.137(b)  is  filed, 
and  in  which  case  the  apphcant  may  expedite  consideration  of 
such  petition  by  providing  information  as  to  when  applicant 
was  notified  of  the  abandoned  status  of  the  application,  and  the 
cause  of  the  delay  between  the  date  of  notification  and  the  date 
a  petition  under  §  1.137  was  filed. 

Comment  65:  One  comment  suggested  that  the  Office  include 
in  §  1.137  all  of  the  basic  interpretations  and  guidelines  by 
which  the  Office  applies  §  1.137.  The  comment  specifically 
suggested  that  §  1.137  include  the  time  periods  (e.g.,  three 
months)  by  which  the  Office  measures  the  applicant's  diligence 
in  taking  action  to  revive  the  application  and  the  differences 
between  post-abandonment  delay  in  taking  action  to  revive  the 
application  and  any  pre-abandonment  delay  which  may  have 
resulted  in  the  abandonment. 

Response:  The  Office  will  adopt  a  §  1.137  that  does  not  include 
filing  period  requirements,  but  requires  that  the  "entire"  delay 
was  "unavoidable"  (§  1.137(a))  or  "unintentional"  (§ 
1.137(b)).  The  requirements  for  a  petition  to  revive  an  aban- 
doned application  or  lapsed  patent  are  set  forth  in  §  1.137; 
additionally,  the  Office  will  set  forth  its  basic  interpretations 
and  guidelines  for  application  of  §  1.137  (instructional  infor- 
mation) in  the  MPEP. 

Section  1.181  provides  the  basis  for  generic  requests  for  relief 
by  petition,  and  sets  forth  a  two-month  time  period  therein  for 
the  timely  filing  of  a  petition  (§  1.181(f)).  While  the  three- 
month  time  frame  employed  by  the  Office  during  the  consid- 
eration petitions  under  §  1.137  exceeds  the  two-month  period 
in  §  1.181(f)  for  the  timely  filing  of  a  petition,  this  three-month 
period  is  the  most  frequently  set  period  for  reply  by  an 
applicant  (see  MPEP  710.02(b)).  While  the  Office  considers 
the  two-month  period  in  §  1.181(f)  to  be  the  appropriate  period 
by  which  the  timeliness  of  a  petition  should  be  determined,  it 
is  certainly  reasonable  to  expect  that  any  applicant  desiring  to 
restore  an  abandoned  application  to  pending  status  will  file  a 
petition  under  §  1.137  to  revive  such  abandoned  apphcation  no 
later  than  three  months  after  notification  of  abandonment  of  the 
application.  See  In  re  Kokaji,  1  USPQ2d  2005,  2006  (Comm'r 
Pat.  1986). 

The  "three-month"  time  frame  set  forth  in  this  Final  Rule  is  a 
guideline  as  to  when  an  applicant  can  expect  further  inquiry  by 
the  Office  (and,  as  such,  should  attempt  to  provide  the  relevant 
information  in  the  initial  petition  to  avoid  delay),  in  that:  (1)  it 
is  possible  that  an  applicant  is  incapable  of  filing  a  petition 
under  §  1.137  within  three  months  of  the  date  of  notification  of 
abandonment  {e.g.,  pro  se  apphcant  incapacitated  from  date  of 
notification  of  abandoimient  until  action  taken  to  revive  the 
application)  rendering  the  entire  delay  in  filing  the  required 
reply  from  the  due  date  for  the  reply  until  the  fifing  of  a 
grantable  petition  unavoidable;  and  (2)  it  is  also  possible  that 
an  apphcant,  by  a  dehberately  chosen  course  of  action,  delays 
the  filing  of  a  petition  under  §  1.137  until  exactly  three  months 
after  the  date  of  notification  of  abandonment  to  use  this  period 
as  an  extension  of  time,  in  which  case  a  statement  that  "the 
entire  delay  in  filing  the  required  reply  from  the  due  date  for 
the  reply  until  the  filing  of  a  grantable  petition  pursuant  to  this 
paragraph  was  unintentional"  is  not  appropriate.  To  avoid 
substitution  of  the  three-month  time  frame  for  review  by  the 
Office  forthe  requirement  for  unavoidable  or  unintentional 
delay,  the  Office  will  not  amend  §  1.137  to  include  this  time 
frame. 

Comment  66:  One  comment  indicated  that  the  phrase  "the 
delay  was  unintentional"  is  unclear.  The  comment  recited  a 
specific  example  in  which  an  applicant,  under  final  rejection- 
, submits  an  amendment  or  other  correspondence  which  is 
believed  by  the  apphcant  to  place  the  application  in  condition 
for  allowance  (and  thus  constitute  a  reply  within  the  meaning 
of  §  1.113),  and,  as  such,  the  applicant,  in  a  defiberate  course 
of  action/inaction,  takes  no  further  steps  to  ensure  the  filing  a 
reply  within  the  meaning  of  §  1.113  (e.g.,  a  notice  of  appeal) 
to  the  final  rejection.  The  comment  suggested  that  §  1.137  is 
unclear  as  to  whether  the  delay  in  this  situation,  which  may  be 
deliberate  or  intentional  in  the  hteral  sense,  would  constitute  an 
"unintentional"  delay  within  the  meaning  of  §  1.137(b). 
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Response:  The  Office  has  amended  §  1.137  to  require  that  "the 
entire  delay  in  filing  the  required  reply  from  the  due  date  for 
the  reply  until  the  filing  of  a  grantable  petition"  was  "unavoid- 
able" (§  1.137(a))  or  "unintentional"  (§  1.137(b)).  Thus, 
intentional  delays  occurring  prior  to  the  due  date  for  reply  to 
avoid  abandonment  do  not  preclude  relief  pursuant  to  §  1.137. 
Should  the  delay  in  the  example  given  extend  past  the 
extendable  due  date  for  reply  (under  §  1.113)  to  the  final 
rejection,  an  appropriate  statement  of  unintentional  delay  could 
be  made  as  the  applicant  did  not  intend  to  have  the  deadline  for 
reply  under  §  1.113  to  the  final  rejection  expire. 

In  addition,  there  is  a  distinction  between;  (1)  a  delay  resulting 
from  an  error  in  judgment  as  to  whether  to  permit  an 
application  to  become  abandoned  (whether  to  prosecute  the 
application)  or  whether  to  seek  or  persist  in  seeking  the  revival 
of  the  abandoned  application;  and  (2)  a  delay  resulting  from  an 
error  in  judgment  as  to  the  steps  necessary  to  continue  the 
prosecution  delay  in  seeking  revival  of  the  application.  Where 
the  abandonment  and  ensuing  delay  results  from  an  error  in 
judgment  as  to  whether  to  permit  an  application  to  become 
abandoned  (whether  to  prosecute  the  application)  or  whether  to 
seek  or  persist  in  seeking  the  revival  of  the  abandoned 
application,  the  abandonment  of  such  application  is  considered 
a  deliberately  chosen  course  of  action,  and  the  resulting  delay 
cannot  be  considered  "unintentional"  within  the  meaning  of  § 
1.137(b). 

Where,  however,  an  error  in  judgment  asto  the  steps  necessary 
to  continue  prosecution  results  in  abandonment  of  the  appli- 
cation, the  abandonment  of  such  application  is  not  necessarily 
considered  a  deliberately  chosen  course  of  action,  and  the 
resulting  delay  may  be  considered  "unintentional"  within  the 
meaning  of  §  1.137(b). 

However,  §  1.116  and  §  1.135(b)  are  manifest  that  proceedings 
concerning  an  amendment  after  final  rejection  will  not  operate 
to  avoid  abandonment  of  the  application  in  the  absence  ofa 
timely  and  proper  appeal.  Unless  the  applicant  is  informed  in 
writing  that  the  application  is  allowed  prior  to  the  expiration  of 
the  period  for  reply  to  the  final  Office  action,  it  is  the 
applicant's  responsibility  to  timely  file  a  notice  of  appeal  (and 
fee)  to  avoid  the  abandonment  of  the  application.  The  aban- 
donment of  an  apphcation  subject  to  a  final  Office  action  is  not 
"unavoidable"  within  the  meaning  of  35  U.S.C.  133  and  § 
1.137(a)  in  the  situation  in  which  the  applicant  simply  permits 
the  maximum  extendable  statutory  period  for  reply  to  a  final 
Office  action  to  expire  while  awaiting  a  notice  of  allowance  or 
other  action. 

Comment  67:  One  comment  opposed  the  changes  to  §  1 .  137  on 
the  bases  that:  (1)  it  permits  submarine  patents,  in  that  an 
applicant  may  permit  an  apphcation  to  become  abandoned  and 
wait  to  see  whether  the  invention  was  developed  by  other 
entities;  and  (2)  the  revival  of  along-abandoned  application 
will  have  an  adverse  impact  on  the  examiner,  in  that  the 
examiner  who  originally  examined  that  application  may  no 
longer  be  at  the  Office,  or  will  have  to  reacquaint  himself  or 
herself  with  the  application. 

Response:  The  change  to  §  1.137(b)  does  not  permit  an 
applicant  to  obtain  revival  where  either:  (1)  the  applicant 
deliberately  permitted  the  application  to  become  abandoned;  or 
(2)  the  applicant  deliberately  delayed  seeking  revival  to  see 
whether  the  invention  was  developed  by  other  entities.  It  is 
well  established  that  where  applicant  deliberately  permits  an 
application  to  become  abandoned,  the  abandonment  of  such 
application  is  considered  a  deliberately  chosen  course  of 
action,  and  the  resulting  delay  cannot  be  considered  "uninten- 
tional" within  the  meaning  of  §  1.137(b).  See  Application  ofG, 
11  USPQ2d  at  1380.  Likewise,  where  the  applicant  deliber- 
ately chooses  not  to  either  seek  or  persist  in  seeking  the  revival 
of  an  abandoned  application,  the  resulting  delay  in  seeking 
revival  of  the  application  cannot  be  considered  "unintentional" 
within  the  meaning  of  §  1.137(b).  The  intentional  abandon- 
ment of  an  application,  or  an  intentional  delay  in  seeking  either 
the  withdrawal  of  a  holding  of  abandonment  in  or  the  revival 
of  an  abandoned  application,  precludes  a  finding  of  unavoid- 
able or  unintentional  delay  pursuant  to  §  1.137.  See  Maldague, 
10  USPQ2d  at  1478. 

While  it  is  possible  for  an  applicant  to  make  a  misleading 
statement  that  the  delay  was  unintentional  to  obtain  revival  of 
an  abandoned  application,  the  Office  simply  must  rely  upon  the 


candor  and  good  faith  of  those  prosecuting  patent  applications 
{e.g.,  it  is  equally  possible  for  a  party  to  fabricate  evidence  and 
obtain  the  revival  of  a  long-abandoned  application  on  the  basis 
of  unavoidable  delay).  Any  applicant  obtaining  revival  based 
upon  a  misleading  statement  that  the  delay  was  unintentional 
may  find  the  achievement  short-lived  as  a  result  of  the  question 
of  intentional  delay  being  raised  by  third  parties  challenging 
any  patent  issuing  from  the  application. 

The  revival  of  any  long-abandoned  application  will  have  an 
adverse  impact  on  the  examiner;  however,  long-abandoned 
applications  have  been  previously  revived  pursuant  to  § 
1 . 1 37(a)  on  the  basis  of  unavoidable  delay.  See  In  re  Lonardo, 
17  USPQ2d  1455  (Comm'r  Pat.  1990)  (application  revived 
after  being  abandoned  for  more  than  sixteen  years).  Thus,  this 
change  to  §  1 .137(b)  will  not  create  a  burden  on  examiners  that 
did  not  exist  before,  and  could  in  fact  reduce  the  burden  as  a 
result  of  the  requirement  that  in  applications  abandoned  for 
excessive  periods  of  time  would  have  to  show  that  the  entire 
delay  was  "unavoidable"  or  "unintentional." 

Comment  68:  One  comment  suggested  that  the  two-year 
limitation  in  35  U.S.C.  41(c)  is  a  "good  compromise"  in  regard 
to  a  filing  period  for  fifing  petitions  to  revive  based  upon 
unintentional  delay. 

Response:  The  suggestion  is  not  adopted.  Changing  the  one- 
year  fifing  period  requirement  in  §  1. 137(b)  to  a  two-year  fifing 
period  requirement  would  not  substantially  change  the  prob- 
lem caused  by  a  filing  period  requirement,  namely,  that  it 
causes  inequitable  results  in  certain  instances.  In  addition,  the 
inclusion  of  any  filing  period  requirement  in  §  1.137(a)  or  (b) 
will  likely  induce  applicants,  or  their  representatives,  to  delay 
the  fifing  of  a  petition  under  §  1 .  137  until  the  end  of  such  filing 
period.  See  Application  ofS,  8  USPQ2d  at  1632.  The  Office  has 
no  discretion  in  regard  to  the  twenty-four  month  filing  period 
requirement  in  35  U.S.C.  41(c),  but  the  presence  of  a  twenty- 
four  month  filing  period  requirement  in  35  U.S.C.  41(c)  does 
not  imply  that  the  Office  must  place  a  twenty-four  month  filing 
period  requirement  into  the  rules  implementing  35  U.S.C. 
41(a)(7),  which  contains  no  filing  period  requirement. 

Comment  69:  One  comment  opposed  the  changes  to  §  1. 137  on 
the  basis  that  the  right  to  revive  an  abandoned  application 
should  be  limited  due  to  the  public's  right  to  practice  a 
technology  "that  an  applicant  has  abandoned." 

Response:  35  U.S.C.  41(a)(7)  authorizes  the  Office  to  revive  an 
abandoned  application  wherethe  abandonment  was  uninten- 
tional (or  unavoidable,  the  epitome  of  unintentional),  but  not 
where  the  abandonment  was  intentional.  Section  1.137  does 
not  authorize  the  revival  of  an  abandoned  application  where 
the  applicant,  by  deliberate  course  of  action,  has  abandoned  an 
application  or  delayed  seeking  its  revival.  Additionally,  in 
many  instances  the  disclosure  in  a  patent  maturing  from  a 
revived  application  would  not  have  been  disclosed  and  the 
technology  therein  would  not  be  public  knowledge,  but  for  the 
revival  of  the  application. 

Comment  70:  One  comment  suggested  the  need  for  an  inter- 
vening rights  provision  to  protect  innocent  infringers. 

Response:  The  issue  of  intervening  rights  relates  to  the 
enforcement  of  patent  rights,  which  does  not  directly  concern 
the  conduct  of  proceedings  in  the  Office.  Thus,  it  is  unclear 
whether  the  Office  is  authorized  under  35  U.S.C.  6  to  promul- 
gate regulations  including  an  intervening  rights  provision. 

Comment  71:  Several  comments  suggested  that  §  1.137(b)  be 
amended  to  include  the  "promptly  filed"  requirement  of  § 
1.137(a). 

Response:  The  suggestion  is  efi'ectively  adopted,  although  via 
a  different  mechanism  as  explained  below.  While  there  is 
considerable  merit  to  the  suggestion  for  the  inclusion  of 
a"promptly  filed"  requirement  in  both  §  1.137(a)  and  (b),  the 
Office  has  eliminated  the  "promptly  filed"  requirement  from  § 
1.137(a)  to  avoid  confusion  between  "promptly  filed"  and 
"unavoidable  delay."  The  phrase  "promptly  filed"  has  been 
associated  with  §  1.137(a)and  its  requirement  for  "unavoid- 
able" delay,  and,  as  such,  the  inclusion  of  a  "promptly  filed" 
requirement  in  §  1 . 1 37(b)  might  cause  confusion  in  regard  to 
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the  distinction  between  the  circumstances  that  constitute  un- 
avoidable delay  and  the  circumstances  that  constitute  uninten- 
tional delay. 

Section  1.137(a)(3)  and  (b)(3)  as  adopted  requires  that  "the 
entire  delay  in  filing  the  required  reply  from  the  due  date  for 
the  reply  until  the  filing  of  a  grantable  petition"  has  been 
"unavoidable"  (§  1.137(a))  or  "unintentional"  (§  1.137(b))  to 
clarify  the  requirements  for  a  petition  under  §  1.137(a)  and  (b). 
As  discussed  supra,  an  applicant  who  fails  to  file  a  petition 
under  §  1.137(a)  or  (b)  "promptly"  upon  becoming  notified,  or 
otherwise  becoming  aware,  of  the  abandonment  of  the  appli- 
cation will  not  be  able  to  show  that  "the  entire  delay  in  filing 
the  required  reply  from  the  due  date  for  the  reply  until  the 
filing  of  a  grantable  petition  pursuant  to  [§  1.137(a)]  was 
unavoidable,"  and  will  probably  not  even  be  able  to  make  an 
appropriate  statement  that  "the  entire  delay  in  filing  the 
required  reply  from  the  due  date  for  the  reply  until  the  filing  of 
a  grantable  petition  pursuant  to  [§  1.137(b)]  was  uninten- 
tional." Obviously,  any  petition  under  §  1.137(a)  or  (b)  should 
be  "promptly  filed"  upon  discovery  of  abandonment  to  avoid  a 
question  as  to  whether  the  filing  of  such  a  petition  was 
intentionally  delayed. 

Comment  72:  One  comment  questioned  how  a  patent  could 
lapse  for  failure  to  pay  the  issue  fee,  as  a  patent  does  not  issue 
unless  the  issue  fee  is  paid. 

Response:  35  U.S.C.  151  provides  that  where  an  applicant 
timely  submits  the  sum  specified  in  the  Notice  of  Allowance  as 
the  issue  fee,  but  a  balance  of  the  issue  fee  remains  outstanding 
(due  to  a  fee  increase),  the  patent  will  lapse  unless  the  balance 
of  the  issue  fee  is  timely  paid.  See  Mills,  12  USPQ2d  at  1848; 
see  also  Ex  parte  Crissy,  201  USPQ  689  (Bd.  Pat.  App.1976). 

Conmient  73:  One  comment  suggested  that  §  1.137(a)(1)  and 
(b)(1)  not  require  a  continuing  application  if  the  application 
became  abandoned  for  failure  to  reply  to  a  non-final  Office 
action. 

Response:  Section  1.137(a)(1)  and  (b)(1)  each  provide  that  a 
petition  thereunder  include: 

The  required  reply,  unless  previously  filed.  In  a  nonprovisional 
application  abandoned  for  failure  to  prosecute,  the  required 
reply  may  be  met  by  the  filing  of  a  continuing  application.  In 
an  application  or  patent,  abandoned  or  lapsed  for  failure  to  pay 
the  issue  fee  or  any  portion  thereof,  the  required  reply  must  be 
the  payment  of  the  issue  fee  or  any  outstanding  balance 
thereof. 

As  discussed  supra,  there  may  be  circumstances  under  which 
the  Office  may  require  a  continuing  application  to  meet  this 
reply  requirement.  Nevertheless,  in  a  nonprovisional  applica- 
tion abandoned  for  failure  to  prosecute,  a  continuing  applica- 
tion is  generally  apermissive  {i.e.,  "may  be  met")  reply,  in  that 
an  apphcant  in  a  nonprovisional  application  abandoned  for 
failure  to  prosecute  may  file  a  reply  under  §  1.111  to  a 
non-final  Office  action  or  a  reply  under  §  1.113  (e.g.,  notice  of 
appeal)  to  a  final  Office  action,  or  may  simply  file  a  continuing 
application  as  the  required  reply.  In  an  application  or  patent, 
abandoned  or  lapsed  for  failure  to  pay  any  portion  of  the 
required  issue  fee,  the  issue  fee  or  any  outstanding  balance 
thereof  is  the  mandatory  (i.e.,  "must  be")  reply.  As  the 
"continuing  application"option  is  limited  to  an  abandoned 
nonprovisional  application,  the  reply  in  an  abandoned  provi- 
sional application  must  be  any  outstanding  reply  to  an  Office 
requirement. 

Comment  74:  One  comment  suggested  that  §  1.137(c)  be 
amended  to  take  into  account  the  provision  in  35  U.S.C.  154(c) 
that  an  application  (other  than  a  design  application)  is  entitled 
to  a  patent  term  of  not  less  than  twenty  years  from  its  filing 
date,  or  if  the  apphcation  contains  a  specific  reference  to  an 
earlier  filed  apphcation(s)  under  35  U.S.C.  120,  121,  or  365(c), 
the  date  twenty  years  from  the  filing  date  of  the  earliest  such 
application(s). 

Response:  The  suggestion  is  not  adopted.  The  Office  considers 
this  situation  to  be  applicableto  a  relatively  small  class  of 
applications,  and,  as  such,  does  not  deem  it  prudent  to 
introduce  into  §  1.137(c)  the  complexity  necessary  to  account 
for  this  situation.  Applicants  in  this  situation  (e.g.,  instances  in 
which  an  application  filed  prior  to  June  8,  1995,  is  to  be 


revived  solely  for  purposes  of  copendency  with  an  application 
filed  on  or  after  June  8,  1995)  may  file  a  petition  pursuant  to  § 
1.183  requesting  that  the  Office  waive  the  provisions  of  § 
1.137(c)  to  the  extent  that  §  1.137(c)  requires  a  disclaimer  of 
the  period  in  excess  of  the  date  twenty  years  from  the  filing 
date  of  the  application,  or  if  the  application  contains  a  specific 
reference  to  an  earlier  filed  application(s)  under  35  U.S.C.  120, 
121,  or  365(c),  the  date  twenty  years  from  the  filing  date  of  the 
earliest  such  application(s).  The  Office  will  refund  the  § 
1.17(h)  petition  fee  if  the  §  1.183  petition  is  granted. 

Comment  75:  One  comment  suggested  that  the  last  paragraph 
of  §  1.137  read: 

Under  no  circumstance  may  a  petition  to  revive  a  provisional 
application  be  filed  more  than  twelve  months  after  the  filing 
date  of  the  provisional  application.  No  apphcation  filed  more 
than  twelve  months  after  the  filing  date  of  a  provisional 
application  is  entitled  to  a  claim  of  priority  from  the  provi- 
sional ,  notwithstanding  the  copendency  of  any  petition  to 
revive  the  provisional  application. 

Response:  The  suggestion  is  not  adopted.  35  U.S.C. 
111(b)(3)(C)  authorizes  the  revival  of  an  abandoned  apphca- 
tion on  the  basis  of  unavoidable  or  unintentional  delay.  35 
U.S.C.  11 1(b)(5)  provides  that  a  "provisional  application  shall 
be  regarded  as  abandoned  12  months  after  the  fifing  date  of 
such  apphcation  and  shall  not  be  subject  to  revival  thereafter." 
35  U.S.C.  111(b)  does  not  contain  any  limitation  on  the  filing 
date  of  a  petition  to  revive  an  abandoned  provisional  apphca- 
tion (or  the  date  by  which  such  a  petition  must  be  granted),  but 
only  a  hmitation  as  to  the  period  of  pendency  of  the  provi- 
sional application.  Thus,  §  1.137(e)  as  adopted  provides  that  " 
[a]  provisional  application  .  .  .  may  be  revived  ...  so  as  to  be 
pending  for  a  period  of  no  longer  than  twelve  months  from  its 
filing  date.  Under  no  circumstances  will  a  provisional  appli- 
cation be  regarded  as  pending  after  twelve  months  from  its 
filing  date." 

Section  1.139:  Section  1.139  is  removed  and  reserved  and  its 
subject  matter  added  to  §  1.137. 

No  comments  were  received  regarding  the  proposed  change  to 
§  1.139. 

Section  1.142:  Section  1.142  is  amended  by  replacement  of 
"response"  with  "reply"  in  accordance  with  the  change  to  § 
1.111. 

No  comments  were  received  regarding  the  proposed  change  to 
§  1.142. 

Section  1.144:  Section  1.144  is  amended  for  clarification 
purposes. 

No  comments  were  received  regarding  the  proposed  change  to 
§  1.144. 

Section  1.146:  Section  1.146  is  amended  for  clarification 
purposes. 

No  comments  were  received  regarding  the  proposed  change  to 
§  1.146. 

Section  1.152:  Section  1.152  is  amended  to  place  its  former 
provisions  into  paragraphs  (a),(a)(l),  and  (a)(2)  for  clarifica- 
tion. 

Section  1.152  is  also  amended  to  remove  the  prohibition 
against  color  drawings  and  color  photographs  in  design  appli- 
cations. Section  1.152  is  amended  to  permit  the  use  of  color 
photographs  and  color  drawings  in  design  applications  subject 
to  the  petition  requirements  of  §  1.84(a)(2)  inasmuch  as  color 
may  be  an  integral  element  of  the  ornamental  design.  While 
pen  and  ink  drawings  may  be  fined  for  color,  a  clear  showing 
of  the  configuration  of  the  design  may  be  obscured  by  this 
drafting  method.  New  technologies,  such  as  holographic  de- 
signs, fireworks  and  laser  light  displays  may  not  be  accurately 
disclosed  without  the  use  of  color. 

The  term  "article"  of  §  1.152(a)  is  replaced  by  the  term 
"design"  as  35  U.S.C.  171  requires  that  the  claim  be  directed 
to  the  "design  for  an  article"  not  the  article,  per  se.  Therefore, 
to  comply  with  the  requirements  of  35  U.S.C.  112,  ^  1,  it  is 
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only  necessary  that  the  design  as  embodied  in  the  article  be 
fully  disclosed  and  not  the  article  itself.  The  term  "must"  has 
been  replaced  by  the  term  "should"  to  allow  for  latitude  in  the 
illustration  of  articles  whose  configuration  may  be  understood 
without  surface  shading.  Clarification  language  has  been  added 
to  note  that  the  use  of  solid  black  surfaces  is  permitted  for 
representation  of  the  color  black  as  well  as  color  contrast  and 
that  photographs  and  ink  drawings  must  not  be  combined  as 
formal  drawings  in  one  application. 

A  new  §  1.152(b)  is  added  to  clarify  Office  practice  concerning 
details  disclosed  in  the  ink  drawings,  color  drawings,  or 
photographs  deposited  with  the  original  application  papers. 
Specifically,  §  1.152(b)  provides  that  any  details  disclosed  in 
the  ink  or  color  drawings,  or  photographs  deposited  with  the 
original  application  papers  constitutes  an  integral  part  of  the 
disclosed  and  claimed  design,  except  as  otherwise  provided  in 
§  1.152(b).  Section  1.152(b)  further  specifies  that  this  detail 
may  include  color  or  contrast,  graphic  or  written  indicia, 
including  identifying  indicia  of  a  proprietary  nature  (e.g.,  a 
company  logo),  surface  ornamentation  on  an  article,  or  any 
combination  thereof.  The  "but  not  limited  to"  phrase  in  § 
1.152(b)  clarifies  that  this  list  is  exemplary,  not  exhaustive. 

Section  1.152(b)(1)  provides  that  when  any  detail  shown  in 
informal  drawings  or  photographs  does  not  constitute  an 
integral  part  of  the  disclosed  and  claimed  design,  a  specific 
disclaimer  must  appear  in  the  original  application  papers  either 
in  the  specification  or  directly  on  the  drawings  or  photographs. 
This  specific  disclaimer  in  the  original  application  papers  will 
provide  antecedent  basis  for  the  omission  of  the  disclaimed 
detail(s)  in  later-filed  drawings  orphotographs.  That  is,  in  the 
absence  of  such  a  disclaimer,  later-filed  formal  or  informal 
drawings  not  including  any  detail  disclosed  in  the  original 
drawings  will  be  considered  tocontain  new  matter,  and  will  be 
treated  accordingly.  See  35  U.S.C.  112,  ^  1;  §  1.121(a)(6). 

Comment  76:  One  comment  stated  that  applicant  may  misun- 
derstand the  implications  of  submitting  a  design  drawing  in 
color  and  suggested  that  §  1 .  152  should  explain  and  give  notice 
of  the  consequences  of  submitting  an  initial  color  drawing  in 
design  applications. 

Response:  The  comment  has  been  adopted. 

Section  1.152(b)(2)  provides  that  when  informal  color  draw- 
ings or  photographs  are  deposited  with  the  original  application 
papers  without  a  disclaimer  pursuant  to  §  1.152(b)(1),  formal 
color  drawings  or  photographs,  or  a  black  and  white  drawing 
lined  to  represent  color,  will  be  required. 

Section  1.154:  The  heading  of  §  1.154  is  amended  to  read 
"[a]rrangement  of  application  elements"  for  consistency  with  § 
1.77  and  §  1.163.  Section  1.154  paragraph  (a)  is  amended  to 
clarify  that  a  voluntary  submission  (see  comments  under  § 
1.152  relating  to  substitution  of  "design"  for  "article")  may  and 
should  be  made  of  "a  brief  description  of  the  nature  and 
intended  use  of  the  article  in  which  the  design  is  embodied."  It 
is  current  practice  for  design  examiners,  in  appropriate  cases, 
to  inquire  as  to  the  nature  and  intended  use  of  the  article  in 
which  a  claimed  design  is  embodied.  The  submission  of  such 
description  will  allow  for  a  more  accurate  initial  classification, 
and  aid  in  providing  a  proper  and  complete  search  at  the  time 
of  the  first  action  on  the  merits.  In  those  instances  where  this 
feature  description  is  necessary  to  establish  a  clear  understand- 
ing of  the  article  in  which  the  design  is  embodied,  provision  of 
the  feature  description  would  help  in  reducing  pendency  by 
eliminating  the  necessity  for  time-consuming  correspondence. 
Specifically,  requests  for  information  prior  to  first  action  would 
be  avoided.  Absent  an  amendment  requesting  deletion  of  the 
description  it  would  be  printed  on  any  patent  that  would  issue. 

No  comments  were  received  regarding  the  proposed  change  to 
§  1.154. 

Section  1.155:  Section  1.155  is  amended  to  include  only  the 
language  of  former  §  1.155(a).  The  subject  matter  of  former 
paragraphs  (b)  through  (f)  of  §  1.155  were  added  to  §  1.137. 

No  comments  were  received  regarding  the  proposed  change  to 
§  1.155. 


Section  1.163:  The  heading  of  §  1.163  is  amended  to  read 
"[s]pecification  and  arrangement  of  application  elements"  for 
consistency  with  §  1.77  and  §  1.154.  Section  1.163(b)  is 
amended  to  remove  an  unnecessary  and  outmoded  reference  to 
a  "legible  carbon  copy  of  the  original"  specification  for  plant 
applications. 

No  comments  were  received  regarding  the  proposed  change  to 
§  1.163. 

Section  1.165:  The  proposed  amendment  to  §  1.165  to  remove 
the  reference  to  the  artistic  and  competent  execution  of  plant 
patent  drawings  is  withdrawn. 

Comment  77:  One  comment  argued  that  the  language  proposed 
to  be  deleted  was  actually  relied  upon  by  examiners  to  obtain 
new  and  better  illustrations. 

Response:  The  comment  was  adopted  to  the  extent  that  the 
proposed  change  is  withdrawn  to  allow  for  further  study  of 
what  language  related  to  the  type  of  plant  drawings  should 
appear  in  §  1.165. 

Section  1.167:  Section  1.167  is  amended  to  include  only  the 
language  of  former  §  1.167(a),  in  that  paragraph  (b)  is  removed 
as  unnecessary  in  view  of  §  1.132. 

Comment  78:  One  comment  questioned  whether  §  1.132 
covers  paragraph  (b)  of  §  1.167,  which  paragraph  has  been 
deleted. 

Response:  Paragraph  (b)  of  §  1.167  provided  for  the  submis- 
sion of  affidavits  by  qualified  agricultural  or  horticultural 
experts  regarding  the  novelty  and  distinctiveness  of  the  variety 
of  plant.  Section  1.132  relates  to  affidavits  traversing  grounds 
of  rejection,  and  is  recognized  as  the  appropriate  rule  under 
which  an  affidavit  may  be  submitted  which  does  not  fall  within 
or  under  other  specific  rules.  See  MPEP  716. 

Section  1.171:  Section  1.171  is  amended  to  no  longer  require 
an  order  for  a  title  report  in  reissue  applications  as  the 
requirement  for  a  certification  on  behalf  of  all  the  assignees 
under  concomitantly  amended  §  1.172(a)  obviates  the  need  for 
a  title  report  and  fee  therefor  Section  1.171  is  also  amended  by 
deletion  of  the  requirement  for  an  offer  to  surrender  the  patent, 
which  offer  is  seen  to  be  redundant  in  view  of  §  1.178. 

No  adverse  comments  were  received  regarding  the  proposed 
change  to  §  1.171. 

Section  1.172:  Section  1.172  is  amended  to  require  that  all 
assignees  establish  their  ownership  interest  in  compliance  with 
§  3.73(b).  The  amendment  as  originally  proposed  repeated 
requirements  found  in  §  3.73(b)  rather  than  incorporating  § 
3.73(b),  as  assignees  of  a  part  interest  are  frequently  involved 
in  reissue  applications. 

Comment  79:  One  comment  noted  that  the  proposed  amend- 
ment repeated  requirements  already  found  in  §  3.73(b)  and  was 
unnecessary. 

Response:  The  comment  was  adopted,  in  that  §  1.172  is 
amended  to  simply  reference  §  3.73(b).  Section  §  3.73(b)  is 
amended  to  replace  a  reference  to  an  assignee  of  the  entire 
right,  title  and  interest  with  a  reference  to  an  assignee,  so  as  to 
include  assignees  of  a  part  interest. 

Section  1.175:  Section  1.175  relating  to  the  content  of  the 
reissue  oath  or  declaration  (MPEP1414),  as  well  as  §  1.48  and 
§  1.324  relating  to  correction  of  inventorship  in  an  application 
and  in  a  patent,  respectively,  are  amended  to  remove  the 
requirement  for  a  factual  showing  relating  to  a  matter  in  which 
a  lack  of  deceptive  intent  must  be  established.  A  statement  as 
to  a  lack  of  deceptive  intent  is  sufficient  to  meet  the  statutory 
requirement  under  35  U.S.C.  251  of  a  lack  of  deceptive  intent 
relating  to  the  error(s)  to  be  corrected  by  reissue,  and  a  factual 
showing  of  how  the  error(s)  to  be  corrected  by  reissue  arose  or 
occurred  is  not  required.  As  the  Office  no  longer  investigates 
fraud  and  inequitable  conduct  issues  and  a  reissue  applicant's 
statement  of  a  lack  of  deceptive  intent  is  normally  accepted  on 
its  face  {See  MPEP  1448),  the  requirement  in  former  § 
1.175(a)(5)  that  it  be  shown  how  the  error(s)  being  relied  upon 
arose  or  occurred  without  deceptive  intent  on  the  part  of  the 
applicant  appears  to  be  unduly  burdensome  upon  applicants 
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and  the  Office,  and  is  deleted.  This  applies  to  the  initially 
identified  erTor(s),  under  paragraph  (a),  and  any  subsequently 
identified  error(s)  under  paragraph  (b). 

Comment  80:  Although  the  ehmination  of  the  requirement  for 
a  factual  showing  relating  to  how  the  errors  arose  or  occurred 
enjoyed  overwhelming  support,  three  comments  cited  the  need 
for  continued  investigation  by  the  Office.  One  comment,  while 
agreeing  that  some  relaxation  of  reissue  oath  or  declaration 
requirements  are  in  order,  stated  that  the  Office  should  not 
decline  to  investigate  entirely  or  adopt  z.  pro  forma  requirement 
that  can  merely  be  incanted.  Two  comments  stated  that  it  is 
hard  to  get  the  courts  to  review  this  issue  and  that  the  courts 
and  the  public  are  at  a  disadvantage  absent  an  explanation  of 
how  the  error  occurred. 

Response:  Current  Office  practice  is  to  reject  reissue  applica- 
tions only  where  there  is  "smoking  gun"  evidence  of  deceptive 
intent,  which  will  not  be  demonstrated  by  the  type  of  inquiry 
limited  to  a  showing  of  how  the  error  arose  or  occurred  without 
the  ability  to  subpoena  witnesses  or  evidence.  Accordingly,  the 
burden  presented  on  all  reissue  applicants  based  on  the  mere 
collection  of  such  information  for  every  error  is  not  seen  to  be 
warranted. 

Comment  8 1 :  One  comment  suggested  that  a  final  declaration 
is  not  needed,  and  that,  as  an  alternative,  counsel  should  be 
allowed  to  submit  a  statement  based  on  information  and  belief 
counsel  is  not  aware  of  deceptive  intent. 

Response:  35  U.S.C.  251  requires  that  an  error  have  been  made 
without  deceptive  intention  to  be  corrected  via  reissue.  Ac- 
cordingly, all  errors  being  corrected  by  reissue  must  have  been 
made  without  deceptive  intention,  in  that  an  error  made  with 
deceptive  intention  cannot  be  bootstrapped  onto  an  error  made 
without  deceptive  intention  and  corrected  via  reissue.  The 
parties  with  the  best  knowledge  of  the  lack  of  deceptive 
intention  are  the  patentees  and  owners  of  the  patent,  not 
counsel  for  the  reissue  apphcation. 

An  initial  reissue  oath  or  declaration  filed  pursuant  to  § 
1.175(a)  is  limited  to  identification  ofthe  cause(s)  of  the 
reissue,  and  stating  generally  that  all  errors  being  corrected  in 
the  reissue  application  at  the  time  of  filing  of  the  oath  or 
declaration  arose  without  deceptive  intent.  Paragraph  (a)(1) 
requires  the  identification  of  at  least  one  error  and  only  one 
error  may  be  identified  as  the  basis  for  reissue.  The  current 
practice  under  §  1.175(a)(3)  and  (a)(5)  of  specifically  identi- 
fying all  errors  being  corrected  at  the  time  of  filing  the  initial 
oath  or  declaration  is  not  retained.  Although  only  one  error 
need  be  identified  to  provide  a  basis  for  reissue,  where  only 
one  error  among  more  than  one  is  so  identified,  applicant 
should  carefully  monitor  that  the  error  is  retained  or  submit  a 
supplemental  oath  or  declaration  identifying  another  error  or 
errors. 

Comment  82:  One  comment  suggested  that  since  a  reissued 
patent  and  a  reexamined  patent  may  also  be  reissued,  para- 
graph (a)(1)  of  §  1.175  may  be  clarified  to  substitute  for 
"original  patent"  "reissued,"  or  "existing  patent"  as  what  is 
wholly  or  partly  inoperative  or  invalid. 

Response:  The  effect  of  a  reissue  or  reexamination  proceedings 
is  to  cause  a  substitution  for  the  original  patent  so  that  the 
reissued  or  reexamined  patent  becomes  the  original  patent. 

Paragraph  (b)(1)  of  §  1.175  requires  a  supplemental  reissue 
oath  or  declaration  for  errors  corrected  that  were  not  covered 
by  an  earher  presented  reissue  oath  or  declaration,  such  as  the 
initial  oath  or  declaration  pursuant  to  paragraph  (a)  of  this 
section  or  one  submitted  subsequent  thereto  (a  supplemental 
oath  or  declaration  under  this  paragraph),  stating  generally  that 
all  errors  being  corrected,  which  are  not  covered  by  an  earlier 
presented  oath  or  declaration  pursuant  to  §  1.175(a)  and  (b), 
arose  without  any  deceptive  intention  on  the  part  of  the 
applicant.  A  supplemental  oath  or  declaration  that  refers  to  all 
errors  that  are  being  corrected,  including  errors  covered  by  a 
reissue  oath  or  declaration  submitted  pursuant  to  paragraph  (a) 
of  this  section,  would  be  acceptable.  The  specific  requirement 
for  a  supplemental  reissue  oath  or  declaration  to  cover  errors 
sought  to  be  corrected  subsequent  to  the  filing  of  an  initial 
reissue  oath  or  declaration  is  not  a  new  practice,  but  merely 
recognition  of  a  current  requirement  for  a  supplemental  reissue 
oath  or  declaration  when  additional  errors  are  to  be  corrected. 


However,  the  current  practice  of  specifically  identifying  all 
supplemental  errors  being  corrected  in  a  supplemental  reissue 
oath  or  declaration  is  not  retained. 

A  supplemental  oath  or  declaration  under  paragraph  (b)(1) 
must  be  submitted  prior  to  allowance.  The  supplemental  oath 
or  declaration  may  be  submitted  with  any  amendment  prior  to 
allowance,  paragraph  (b)(l)(i),  or  in  order  to  overcome  a 
rejection  under  35  U.S.C.  251  made  by  the  examiner  where 
there  are  errors  sought  to  be  corrected  that  are  not  covered  by 
a  previously  filed  reissue  oath  or  declaration,  paragraph 
(b)(l)(ii).  Any  such  rejection  by  theexaminer  will  include  a 
statement  that  the  rejection  may  be  overcome  by  submission  of 
a  supplemental  oath  or  declaration,  which  oath  or  declaration 
states  that  the  errors  in  issue  arose  without  any  deceptive  intent 
on  the  part  of  the  applicant.  An  examiner  ordinarily  will  be 
introducing  a  rejection  under  35  U.S.C.  251  based  on  the  lack 
of  a  supplemental  declaration  for  the  first  time  in  the  prosecu- 
tion once  the  claims  are  determined  to  be  otherwise  allowable. 
The  introduction  of  a  new  ground  of  rejection  under  35  U.S.C. 
251  will  not  prevent  an  action  from  being  made  final,  except 
first  actions  pursuant  to  §  1.113(c),  because  ofthe  combination 
of  the  following  factors:  (1)  the  finding  of  the  case  in  condition 
for  allowance  is  the  first  opportunity  that  the  examiner  has  to 
make  the  rejection;  (2)  the  rejection  is  being  made  in  response 
to  an  amendment  of  the  application  (to  deal  with  the  errors  in 
the  patent);  (3)  all  applicants  are  on  notice  that  this  rejection 
will  be  made  upon  finding  of  the  case  otherwise  in  condition 
for  allowance  where  errors  have  been  corrected  subsequent  to 
the  last  oath  or  declaration  filed  in  the  case,  therefore,  the 
rejection  should  have  been  expected  by  appUcant;  and  (4)  the 
rejection  will  not  prevent  applicant  from  exercising  any  rights 
as  to  curing  the  rejection,  since  applicant  need  only  submit  the 
supplemental  oath  or  declaration  with  the  above-described 
language,  and  it  will  be  entered  to  cure  the  rejection  provided 
it  raises  no  additional  issue,  such  as  an  informality  or  substan- 
tive reissue  question  {e.g.,  a  previously  omitted  claim  for 
priority  under  35  U.S.C.  119). 

A  supplemental  oath  or  declaration  under  paragraph  (b)  of  this 
section  would  only  be  required  for  errors  sought  to  be 
corrected  during  prosecution  of  the  reissue  application.  Where 
an  Office  action  contains  only  a  rejection  under  35  U.S.C.  251 
and  indicates  that  a  supplemental  oath  or  declaration  under  this 
paragraph  would  overcome  the  rejection,  applicants  are  en- 
couraged to  authorize  the  payment  of  the  issue  fee  at  the  time 
the  supplemental  reissue  oath  or  declaration  is  submitted  in 
view  of  the  clear  likelihood  that  the  reissue  apphcation  will  be 
allowed  on  the  next  Office  action.  Such  authorization  will 
reduce  the  delays  in  the  Office  awaiting  receipt  of  the  issue  fee. 
Where  there  are  no  errors  to  be  corrected  over  those  already 
covered  by  an  oath  or  declaration  submitted  under  paragraphs 
(a)  and  (b)(1)  of  this  section  {e.g.,  the  application  is  allowed  on 
first  action),  or  where  a  supplemental  oath  or  declaration  has 
been  submitted  prior  to  allowance  and  no  further  errors  have 
been  corrected,  a  supplemental  oath  or  declaration  under  this 
paragraph,  or  additional  supplemental  oath  or  declaration 
under  paragraph  (b)(1),  would  not  be  required. 

Paragraph  (b)(2)  provides  that  for  any  error. sought  to  be 
corrected  after  allowance  (e.g., under  §  1.312),  a  supplemental 
oath  or  declaration  must  accompany  the  requested  correction 
stating  that  the  error(s)  to  be  corrected  arose  without  any 
deceptive  intent  on  the  part  of  the  applicant. 

The  quotes  around  lack  of  deceptive  intent,  currently  found  in 
§  1.175(a)(6),  are  removed  as  the  exact  language  is  not 
required.  The  reference  to  §  1.56,  currently  found  in  § 
1.175(a)(7),  is  removed  as  unnecessary  in  view  of  the  refer- 
ence to  §  1.56  in  §  1.63  that  is  also  referred  to  by  §  1.175(a). 
The  stated  ability  of  applicant  to  file  affidavits  or  declarations 
of  others  and  the  ability  of  the  examiner  to  require  additional 
information,  currently  found  in  §  1.175(b),  is  deleted  as 
unnecessary  in  view  of  35  U.S.C.  131  and  35  U.S.C  132. 

New  paragraph  (c)  of  §  1.175  has  been  rewritten  to  clarify  its 
intent  that  a  subsequently  submitted  oath  or  declaration  under 
this  section  need  not  identify  any  errors  other  than  what  was 
identified  in  the  original  oath  or  declaration  provided  at  least 
one  of  the  originally  identified  errors  to  be  corrected  is  retained 
to  provide  a  basis  for  the  reissue. 

In  new  paragraph  (d)  of  §  1.175  a  reference  to  §  1.53(f)  is 
inserted  to  clarify  that  the  initial  oath  or  declaration  under  § 
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1.175(a)  including  those  requirements  under  §  1.63  need  not  be 
submitted  (with  the  specification,  drawing  and  claims)  in  order 
to  obtain  a  filing  date. 

Section  1.176:  The  adoption  of  a  final  change  to  §  1 .  176  is  held 
in  abeyance  pending  further  consideration  by  the  Office  of  the 
decision  by  the  Federal  Circuit  in  In  re  Graff,  111  F.3d874,  42 
USPQ2d  1471  (Fed.  Cir.  1997).  Gra/involved  two  issues:  (1) 
whether  it  is  permissible  to  have  a  continuation  of  a  reissue 
application  when  the  reissue  application  has  issued  as  a  reissue 
patent;  and  (2)  whether  broadened  claims  can  be  presented 
more  than  two  years  after  the  original  patent  date  in  a  reissue 
application  which  was  filed  within  two  years  but  did  not 
include  any  broadened  claims.  While  Graff  is  more  directly 
related  to  §  1.177  than  §  1.176,  §  1.176  and  §  1.177  are 
sufiBciently  interrelated  that  the  Office  considers  it  appropriate 
to  hold  the  final  changes  to  both  §  1.176  and  §  1.177  in 
abeyance  pending  further  consideration  by  the  Office  of  the 
decision  in  Graff. 

Comment  83:  A  comment  requested  clarification  regarding 
how  restriction,  between  claims  added  in  a  reissue  application 
and  the  original  patent  claims,  by  the  examiner  would  be 
permitted  in  §  1.176  while  §  1.177  would  prohibit  multiple 
reissue  patents  except  among  the  distinct  and  separate  parts  of 
the  thing  patented. 

Response:  The  comment  will  receive  further  consideration 
when  a  final  change  to  §  1.176  is  adopted. 

Section  1.177:  Section  1.177  was  proposed  to  be  amended  to 
discontinue  the  current  practice  that  copending  reissue  appli- 
cations must  be  issued  simultaneously  unless  ordered  other- 
wise by  the  Commissioner  pursuant  to  petition.  As  discussed 
supra,  the  adoption  of  a  final  change  to  §  1.177  is  held  in 
abeyance  pending  further  consideration  by  the  Office  of  the 
decision  in  Graff. 

Comment  84:  One  comment  would  limit  the  granting  of 
multiple  reissue  patents  on  different  dates  to  where  a  petition 
for  the  grant  of  multiple  reissue  patents  has  been  approved 
prior  to  the  issuance  of  any  reissue  patent.  Another  comment 
thought  that  only  one  petition  fee  should  be  charged  notwith- 
standing whether  a  petition  in  more  than  one  reissue  applica- 
tion is  required. 

Response:  The  comments  will  receive  further  consideration 
when  a  final  change  to  §  1.177  is  adopted. 

Section  1.181:  The  proposed  change  to  §  1.181  will  not  be 
made,  see  comments  relating  to  §  1.101. 

Comment  85:  One  comment  requested  that  the  material  to  be 
deleted  from  §  1.181,  paragraphs  (d),  (e),  and  (g)  should  be 
retained  as  they  give  fair  warning  to  all  and  the  consequences 
of  failure  to  pay  a  petition  fee. 

Response:  The  comment  has  been  adopted. 

Section  1.182:  Section  1.182  is  amended  by  providing  that  a 
petition  under  the  section  may  be  granted  "subject  to  such 
other  requirements  as  may  be  imposed"  by  the  Commissioner, 
language  similar  to  that  appearing  for  petitions  under  §  1.183. 
The  proposal  to  remove  the  statement  that  a  decision  on  a 
petition  thereunder  will  be  communicated  to  interested  parties 
in  writing  is  withdrawn. 

Comment  86:  One  comment  opposed  the  proposal  to  remove 
the  statement  that  a  decision  on  a  petition  under  §  1.182  will  be 
communicated  to  interested  parties  in  writing,  arguing  that  it 
would  not  be  appropriate  for  the  Office  to  decide  a  petition 
under  §  1.182  without  communicating  the  decision  to  the 
interested  parties  in  writing. 

Response:  The  suggestion  is  adopted.  The  Office  did  not 
propose  to  remove  the  statement  that  a  decision  on  a  petition 
under  §  1.182  will  be  communicated  to  interested  parties  in 
writing  because  the  Office  intended  to  discontinue  providing 
written  decisions  on  petitionsunder  §  1.182  (or  any  other 
petition),  but  because  it  was  considered  unnecessary  to  state  as 
much  in  the  rule  itself.  While  the  Office  will  communicate  the 
decision  on  any  petition  under  §  1.182  to  the  interested  parties 
in  writing,  such  decision  may  not  always  take  the  form  of  a 
traditional  decision  on  petition.  For  example,  the  grant  of  a 


petition  under  §  1.182  to  accept  the  omitted  page(s)  or 
drawing(s)  in  a  nonprovisional  application  and  accord  the  date 
of  such  submission  as  the  application  filing  date  will  be 
indicated  by  the  issuance  of  a  new  filing  receipt  stating  the 
filing  date  accorded  the  application.  See  Notice  entitled 
"Change  in  Procedure  Relating  to  an  Application  Filing  Date" 
published  in  the  Federal  Register  at  61  FR30041.  30043  (June 
13,  1996),  and  in  the  Official  Gazette  at  1188  Off.  Gaz.  Pat. 
Office  48,  50-51  (July  9,  1996). 

Section  1.184:  Section  1.184  is  removed  and  reserved  as 
representing  internal  instructions. 

Comment  87:  Comments  suggested  that  §  1.184  not  be  deleted 
notwithstanding  its  internal  directions.  See  response  to  com- 
ment relating  to  §  1.101. 

Section  1 . 1 84  relates  to  the  refusal  of  a  subsequent  Commis- 
sioner to  reconsider  a  case  once  decided  by  a  previous 
Commissioner,  except  in  accordance  with  principles  which 
govern  the  granting  of  new  trials.  As  the  Commissioner  is  free 
to  waive  any  requirement  of  the  rules  not  required  by  statute, 
the  prohibition  against  reconsideration  is  ineffective.  Addition- 
ally, the  deletion  of  the  material  does  not  necessarily  represent 
an  intent  to  engage  in  reconsideration  of  matters  previously 
decided. 

Section  1.191:  Section  1.191(a)  is  amended  to  permit  every 
applicant,  and  every  owner  of  a  patent  under  reexamination, 
any  of  whose  claims  have  been  twice  or  finally  (§  1.113) 
rejected  (rather  than  "any  of  the  claims  of  which  have  been 
twice  rejected  or  given  a  final  rejection  (§  1.113)"),  to  file  an 
appeal  to  the  Board  of  Patent  Appeals  and  Interferences 
(Board)  to  better  track  the  language  of  35  U.S.C.  134.  Section 
1.191(a)  is  also  amended  to:  (1)  explicitly  refer  to  a  "notice  of 
appeal"  to  provide  antecedent  for  such  term  in  §  1.192;  (2) 
replace  "response"  with  "reply"  in  accordance  with  the  change 
to  §  1.111;  and  (3)  refer  to  §  1.17(b)  for  consistency  with  the 
change  to  §  1.17. 

Comment  88:  One  comment  argued  that  the  proposed  change 
to  §  1.191,  limiting  the  "twice  rejected"  requirement  for  appeal 
to  a  particular  application,  was  inconsistent  with  35  U.S.C.  134, 
as  indicated  by  the  Board  in  the  unpublished  decision  Ex  parte 
Lemoine,  Appeal  No.  94-0216  (Bd.  Pat.  App.  &  Inter.,  Decem- 
ber 27,  1994).  A  second  comment  argued  that  §  1.191  should 
permit  an  appeal  based  on  one  rejection  in  a  prior  application 
and  one  rejection  in  a  continuing  application  to  avoid  requiring 
an  applicant  to  file  a  pro  form  a  reply  to  meet  the  requirement 
that  the  particular  application  be  twice  rejected. 

Response:  The  comments  have  been  adopted  by  elimination  of 
the  limitation  to  twice  rejected  being  related  to  a  particular 
application.  To  avoid  inconsistency  between  §  1.191  and  35 
U.S.C.  134,  §  1.191  as  adopted  tracks  the  language  of  35 
U.S.C.  134,  except  that  §  1.191  states  "twice  or  finally  (§ 
1.113)  rejected"  rather  than  "twice  rejected."  The  patent  statute 
and  rules  of  practice  do  not  permit  an  application  to  be  finally 
rejected  (even  under  first  actionfinal  practice)  under  35  U.S.C. 
132,  unless  the  applicant  is  one  "whose  claims  have  been  twice 
rejected"  within  the  meaning  of  35  U.S.C.  134.  Thus,  the 
phrase  "or  finally  (§  1.113)"  may  be  viewed  as  redundant. 
Nevertheless,  as  applicants  generally  delay  appeal  until  final 
action  (although  Pub.  L.  103-465  may  change  this  practice), 
and  there  has  been  some  confusion  as  to  when  35  U.S.C.  134 
and  §  1.191  permit  an  apphcant  to  appeal  a  rejection,  § 
1.191(a)  as  adopted  states  "twice  or  finally  (§  1.113)  rejected." 

Section  1.191(b)  is  amended  to  eliminate  the  requirement  for  a 
notice  of  appeal  to:  (1)  besigned;  or  (2)  identify  the  appealed 
claims.  These  two  requirements  have  been  deleted  as  being 
redundant  of  the  requirements  of  §  1.192  for  an  appeal  brief, 
which  is  necessary  to  avoid  dismissal  of  the  appeal.  Section  § 
1.33  requires  that  an  appeal  brief  filed  in  either  an  application 
(  §  1.33(b))  or  a  reexamination  proceeding  (  §  1.33(c))  be 
signed.  Thus,  a  signed  appeal  brief  under  §  1.192  (which  must 
be  filed  to  avoid  dismissal  of  the  appeal)  will  serve  to,  in  effect, 
ratify  any  unsigned  notice  of  appeal  under  §  1.191.  Likewise, 
the  former  requirement  of  §  1.191(b)  for  an  identification  of 
the  appealed  claims  is  unnecessary  as  §  1.192(c)(3)  requires 
that  the  appeal  brief,  inter  alia,  identify  the  "claims  appealed." 
While  it  is  no  longer  specifically  required  by  §  1.191(b),  an 
applicant  or  patent  owner  should  continue  to  sign  notice  of 
appeals  under  §    1.191(b)  (like  other  papers)  and  to  also 
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identify  the  claims  appealed.  The  change  to  §  1.191(b),  in 
effect,  permits  an  appeal  brief  to  constitute  an  automatic 
"correction"  of  a  notice  of  appeal  that  is  not  signed  or  does  not 
identify  the  appealed  claims. 

The  failure  to  timely  file  an  appeal  brief  will  result  in  dismissal 
of  an  appeal  (§  1.192(b)).  Thus,  the  failure  to  timely  file  an 
appeal  brief  (signed  in  compliance  with  §  1.33(b)  or  (c))  after 
the  filing  of  an  unsigned  notice  of  appeal  will  result  in 
dismissal  of  the  appeal  as  of  the  expiration  date  (including  any 
extensions  of  time  actually  obtained)  for  filing  such  appeal 
brief.  It  will  not  result  in  treatment  of  the  application  or  patent 
under  reexamination  as  if  the  notice  of  appeal  had  never  been 
filed.  This  distinction  is  significant  in  an  application  containing 
allowed  claims,  in  that  dismissal  of  an  appeal  results  in 
cancellation  of  the  rejected  claims  and  allowance  of  the 
application,  not  abandonment  of  the  application  (which  would 
have  occurred  if  the  notice  of  appeal  had  never  been  filed). 

The  Office  has  eUminated  the  requirements  for  a  notice  of 
appeal  to  be  signed  and  to  identify  the  appealed  claims  to  avoid 
the  delay  and  expense  to  the  applicant  and  the  Office  that  is 
involved  in  treating  a  defective  notice  of  appeal.  These 
changes  were  not  made  to  encourage  the  filing  of  unsigned 
notices  of  appeal  or  notices  of  appeal  that  do  not  identify  the 
claims  being  appealed;  rather,  a  notice  of  appeal  should  be 
signed  and  identify  the  claims  appealed.  As  the  change  to  § 
1.191(b)  does  not  affect  other  papers  submitted  with  a  notice  of 
appeal  {e.g.,  an  amendment  under  §  1.116)  or  other  actions 
contained  within  the  notice  of  appeal  (e.g.,  an  authorization  to 
charge  fees  to  a  deposit  account),  the  failiu'e  to  sign  a  notice  of 
appeal  (or  accompanying  papers)  may  have  adverse  effects 
notwithstanding  the  change  to  §  1.191(b).  For  example,  an 
unsigned  notice  of  appeal  filed  with  an  authorization  (un- 
signed) to  charge  the  appeal  fee  to  a  deposit  account  as 
payment  of  the  notice  of  appeal  fee  (§  1.17(b))  will  be 
unacceptable  as  lacking  the  appeal  fee,  as  §  1.191(b)  applies  to 
the  notice  of  appeal,  but  not  to  an  authorization  to  charge  a 
deposit  account  that  happens  to  be  included  in  the  notice  of 
appeal. 

Section  1.192:  Section  1.192(a)  is  amended  by  replacement  of 
"response"  with  "reply"  in  accordance  with  the  change  to  § 
1.111,  and  to  refer  to  §  1.17(c)  for  consistency  with  the  change 
to  §  1.17. 

Comment  89:  One  comment  suggested  that  the  appeal  process 
could  be  improved  by  the  imposition  of  a  reasonable  page  limit 
on  briefs. 

Response:  The  suggestion  will  be  reviewed  for  further  consid- 
eration. 

Section  1.193:  Section  1.193,  as  well  as  §  1.194,  §  1.196,  and 
§  1.197,  are  amended  to  change  "the  appellant"  to  "appellant" 
for  consistency.  Section  1.193  is  also  amended  by  revision  of 
paragraph  (a)  into  paragraphs  (a)(1)  and  (a)(2)  and  revision  of 
paragraph  (b)  into  paragraphs  (b)(1)  and  (b)(2).  Paragraph 
(a)(1)  retains  the  subject  matter  of  current  paragraph  (a), 
except  that  the  phrase  "and  a  petition  from  such  decision  may 
be  taken  to  the  Commissioner  as  provided  in  §  1.181"  is 
deleted  as  superfluous.  Section  1.181(a),  by  its  terms,  autho- 
rizes a  petition  from  any  action  or  requirement  of  an  examiner 
in  the  ex  parte  prosecution  of  an  application  which  is  not 
subject  to  appeal. 

Section  1.193(a)(2)  specifically  prohibits  the  inclusion  of  a 
new  ground  of  rejection  in  an  examiner's  answer,  but  also 
expressly  provides  that  when  (1)  an  amendment  under  §  1.116 
proposes  to  add  or  amend  one  or  more  claims,  (2)  appellant 
was  advised  (in  an  advisory  action)  that  the  amendment  under 
§  1.116  would  be  entered  for  purposes  of  appeal,  and  (3)  the 
advisory  action  indicates  which  individual  rejection(s)  set  forth 
in  the  action  from  which  the  appeal  was  taken  (e.g.,  the  final 
rejection)  would  be  used  to  reject  the  added  or  amended 
claim(s),  then  (1)  the  appeal  brief  must  address  the  rejection(s) 
of  the  claim(s)  added  or  amended  by  the  amendment  under  § 
1.116  as  indicated  in  the  advisory  action,  and  (2)  the  examin- 
er's answer  may  include  the  rejection(s)  of  the  claim(s)  added 
or  amended  by  the  amendment  under  §  1.116  as  indicated  in 
the  advisory  action.  This  provision  of  §  1.193(a)(2)  is  intended 
for  those  situations  in  which  a  rejection  is  stated  (i.e.,  applied 
to  some  claim)  in  the  final  Office  action,  but  due  to  an 
amendment  under  §  1.116  (after  final)  such  rejection  is  now 


applicable  to  a  claim  that  was  added  or  amended  under  §  1.116. 
For  example,  when  an  amendment  under  §  1.116  cancels  a 
claim  (the  "canceled  claim")  and  incorporates  its  limitations 
into  the  claim  upon  which  it  depends  or  rewrites  the  claim  as 
a  new  independent  claim  (the  "appealed  claim"),  the  appealed 
claim  has  become  the  canceled  claim  since  it  now  contains  the 
limitations  of  the  canceled  claim  (i.e.,  the  only  difference 
between  the  appealed  claim  and  the  canceled  claim  is  the  claim 
number).  In  such  situations,  the  appellant  has  been  given  a  fair 
opportunity  to  react  to  the  ground  of  rejection  (albeit  to  a  claim 
having  a  different  claim  number).  Thus,  the  Office  does  not 
consider  such  a  rejection  to  constitute  a  "new  ground  of 
rejection"  within  the  meaning  of  §  1.193(b).  Nevertheless,  § 
1.193(b)(2)  expressly  permits  such  a  rejection  on  appeal  and 
further  provides  that  "he  filing  of  an  amendment  under  §  1.116 
which  is  entered  for  purposes  of  appeal  represents  appellant's 
consent  that  when  so  advised  any  appeal  proceed  on  those 
claim(s)  added  or  amended  by  the  amendmen  tunder  §  1.116 
subject  to  any  rejection  set  forth  in  the  action  from  which  the 
appeal  was  taken"  to  eliminate  controversy  as  to  the  rejec- 
tion(s)  to  which  claim(s)  added  or  amended  under  §  1.116  may 
be  subject  on  appeal. 

The  phrase  "individual  rejections"  in  §  1.193(a)(2)  addresses 
the  situation  in  which  claim  2  (which  depends  upon  claim  1) 
was  rejected  under  35  U.S.C.  103  on  the  basis  of  A  in  view  of 
B  and  claim  3  (which  depends  upon  claim  1)  was  rejected 
under  35  U.S.C.  103  on  the  basis  of  A  in  view  of  C,  but  no 
claim  was  rejected  under  35  U.S.C.  103  on  the  basis  of  A  in 
view  of  B  and  C,  and  an  amendment  under  §  1.116  proposes  to 
combine  the  limitations  of  claims  2  and  3  together  into  new 
claim  4.  In  this  situation,  the  action  from  which  the  appeal  is 
taken  sets  forth  no  rejection  on  the  basis  of  A  in  view  of  B  and 
C,  and,  as  such,  §  1.193(a)(2)  does  not  authorize  the  inclusion 
of  rejection  of  newly  proposed  claim  4  under  35  U.S.C.  103  on 
the  basis  of  A  in  view  of  B  and  C  in  the  examiner's  answer.  Of 
course,  as  a  claim  including  the  limitations  of  both  claim  2  and 
claim  3  is  a  newly  proposed  claim  in  the  application,  such  an 
amendment  under  §  1.116  may  properly  be  refused  entry  as 
raising  new  issues.  Conversely,  that  §  1.193(a)(2)  would 
authorize  the  rejection  in  an  examiner's  answer  of  aclaim 
sought  to  be  added  or  amended  in  an  amendment  under  §  1.116 
has  no  effect  on  whether  the  amendment  under  §  1.116  is 
entitled  to  entry.  The  provisions  of  §  1.116  control  whether  an 
amendment  under  §  1.116  is  entitled  to  entry;  the  provisions  of 
§  1.193(a)(2)  control  the  rejections  to  which  a  claim  added  or 
amended  in  an  amendment  under  §  1.116  may  be  subject  in  an 
examiner's  answer. 

While  §  1.193(a)  generally  prohibits  a  new  ground  of  rejection 
in  an  examiner's  answer,  it  does  not  prohibit  the  examiner  from 
expanding  upon  or  varying  the  rationale  for  a  ground  of 
rejection  set  forth  in  the  action  being  appealed.  That  is,  the 
parenthetical  definition  of  "new  ground  of  rejection"  in  MPEP 
1208.01  as  including  an  "other  reason  for  rejection"  of  the 
appealed  claims  means  another  basis  for  rejection  of  the 
appealed  claims,  and  not  simply  another  argument,  rationale, 
or  reason  submitted  in  support  of  a  rejection  previously  of 
record. 

There  is  no  new  ground  of  rejection  when  the  basic  thrust  of 
the  rejection  remains  the  same  such  that  an  appellant  has  been 
given  a  fair  opportunity  to  react  to  the  rejection.  See  In  re 
Kronig,  539  F.2d  1300,  1302-03,  190  USPQ  425,  426-27 
(CCPA  1976).  Where  the  statutory  basis  for  the  rejection 
remains  the  same,  and  the  evidence  relied  upon  in  support  of 
the  rejection  remains  the  same,  a  change  in  the  discussion  of  or 
rationale  for  supporting  the  rejection  does  not  constitute  a  new 
ground  of  rejection.  Id.  at  1303,  190  USPQ  at  427  (reliance 
upon  fewer  references  in  affirming  a  rejection  under  35  U.S.C. 
103  does  not  constitute  a  new  ground  of  rejection).  Where  the 
examiner  simply  changes  (or  adds)  a  rationale  for  supporting  a 
rejection,  but  relies  upon  the  same  statutory  basis  and  evidence 
in  support  of  the  rejection,  there  is  no  new  ground  of  rejection. 

In  any  event,  an  allegation  that  an  examiner's  answer  contains 
an  impermissible  new  ground  of  rejection  is  waived  if  not 
timely  (§  1.181(f))  raised  by  way  of  a  petition  under  § 
1.181(a). 

Section  1.193(b)(1)  provides  appellant  with  a  right  to  file  a 
reply  brief  in  reply  to  an  examiner's  answer  which  is  not 
dependent  upon  a  new  point  of  argument  being  present  in  the 
examiner's  answer.  The  former  practice  of  permitting  reply 
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briefs  based  solely  on  a  finding  of  a  new  point  of  argument,  as 
set  forth  in  former  paragraph  (b),  is  eliminated  thereby 
preventing  present  controversies  as  to  whether  a  new  point  of 
argument  has  been  made  by  the  primary  examiner.  Appellant 
would  be  assured  of  having  the  last  submission  prior  to  review 
by  the  Board.  Upon  receipt  of  a  reply  brief,  the  examiner 
would  either  acknowledge  its  receipt  and  entry  or  reopen 
prosecution  to  respond  to  any  new  issues  raised  in  the  reply 
brief.  Should  the  Board  desire  to  remand  the  appeal  to  the 
primary  examiner  for  comment  on  the  latest  submission  by 
appellant  or  to  clarify  an  examiner's  answer  (MPEP  1211, 
1211.01,  and  1212),  appellant  would  be  entitled  to  submit  a 
reply  brief  in  reply  to  the  answer  by  the  examiner  to  the 
Board's  inquiry,  which  answer  would  be  by  way  of  a  supple- 
mental examiner's  answer. 

Thus,  §  1.193(a)(2)  does  not  permit  a  new  ground  of  rejection 
in  an  examiner's  answer,  and  §  1.193(b)(1)  does  not,  in  the 
absence  of  a  remand  by  the  Board,  permit  an  answer  (other 
than  a  mere  acknowledgment)  to  a  timely  filed  reply  brief. 
Section  1.193  requires  the  examiner  to  reopen  prosecution  to 
either:  (1)  enter  a  new  ground  of  rejection;  or  (2)  provide  a 
substantive  answer  to  a  reply  brief. 

Section  1.193(b)(2)  provides  that  if  appellant  desires  that  the 
appeal  process  be  reinstated  in  reply  to  the  examiner's  reopen- 
ing of  prosecution  under  §  1.193(b)(1),  appellant  would  be 
able  to  file  a  request  to  reinstate  the  appeal  and  a  supplemental 
appeal  brief  as  an  alternative  to  filing  a  reply  (under  §  1.111  or 
§  1.113,  as  appropriate)  to  the  Office  action.  Amendments, 
affidavits  or  other  new  evidence,  however,  would  not  be 
entered  if  submitted  with  a  request  to  reinstate  the  appeal.  Like 
a  reply  brief,  a  supplemental  appeal  brief  submitted  pursuant  to 
§  1.193(b)(2)(ii)  need  not  reiterate  the  contentions  set  forth  in 
a  previously  filed  appeal  brief  (or  reply  brief),  but  need  only  set 
forth  appellant's  contention  with  regard  to  the  new  ground  of 
rejection(s)  raised  in  the  Office  action  that  reopened  prosecu- 
tion. The  supplemental  appeal  brief  will  automatically  incor- 
porate all  issues  and  arguments  raised  in  the  previously  filed 
appeal  brief  (or  reply  brief),  unless  appellant  indicates  other- 
wise. 

The  intent  of  the  change  to  §  1.193(b)  is  to  give  appellant 
(rather  than  the  examiner)  the  option  to  continue  the  appeal  if 
desired  (particularly  under  Pub.  L.  103-465),  or  to  continue 
prosecution  before  the  examiner  in  the  face  of  a  new  ground  of 
rejection.  Should  a  supplemental  appeal  brief  be  elected  as  the 
reply  to  the  examiner  reopening  prosecution  based  on  a  new 
ground  of  rejection  under  §  1.193(b)(1),  the  examiner  may 
under  §  1.193(a)(1)  issue  an  examiner's  answer.  Where  an 
appeal  is  reinstated  pursuant  to  §  1.193(b)(2)(ii),  no  additional 
appeal  fee  is  currently  required. 

Comment  90:  A  number  of  comments  favored  permitting 
appellants  to  file  a  reply  brief  as  amatter  of  right.  One  comment 
argued  that  the  Board,  rather  than  the  examiner,  should 
determine  whether  the  appellant  should  be  permitted  to  file  a 
reply  brief. 

Response:  Section  1.193  as  adopted  permits  an  appellant  to  file 
a  reply  brief  as  a  matter  of  right.  This  change  eliminates  the 
authority  of  an  examiner  to  refuse  entry  of  a  timely  filed  reply 
brief. 

Comment  91:  One  comment  suggested  that  a  reasonable  page 
hmit  could  be  placed  on  reply  briefs. 

Response:  The  comment  will  be  studied. 

Comment  92:  A  number  of  comments  opposed  the  proposed 
change  to  require  a  substitute  appeal  brief,  rather  than  a  reply 
brief.  These  comments  argued  that  requiring  an  entirely  new 
brief  reiterating  previously  submitted  arguments,  rather  than  a 
mere  reply  to  the  examiner's  answer,  would  result  in  a  less 
readable  and  coherent  record. 

Response:  Section  1.193  as  adopted  permits  a  reply  brief 
(rather  than  a  substitute  appeal  brief)  where  the  appellant 
desires  to  reply  to  an  examiner's  answer  or  and  a  supplemental 
appeal  brief  where  the  appellant  requests  reinstatement  of  an 
appeal.  Contentions  (orinformation)  set  forth  in  a  previously 
filed  appeal  (or  reply  brief)  need  not  be  reiterated  in  a  reply 
brief  or  supplemental  appeal  brief. 


Comment  93:  A  number  of  comments  favored  prohibiting  a 
new  ground  of  rejection  in  an  examiner's  answer. 

Response:  Section  1.193  as  adopted  prohibits  a  new  ground  of 
rejection  in  an  examiner's  answer,  except  under  the  limited 
circumstance  specifically  provided  for  in  §  1.193(a)(2). 

Comment  94:  Two  comments  suggested  that  if  the  examiner 
reopens  prosecution  after  an  appeal  brief  has  been  filed,  § 
1.193  or  §  1.113  should  be  amended  to  state  that  the  action 
issued  by  the  examiner  cannot  be  made  final. 

Response:  The  finality  of  an  Office  action  is  determined  under 
MPEP  706.07(a),  which  states  that  "any  second  or  subsequent 
actions  on  the  merits  shall  be  final,  except  where  the  examiner 
introduces  a  new  ground  of  rejection  not  necessitated  by 
amendment  of  the  application  by  applicant."  Whether  the 
action  subsequent  to  the  reopening  of  prosecution  may  be 
made  final  will  be  determined  solely  by  whether  such  action 
includes  a  new  ground  of  rejection  not  necessitated  by  amend- 
ment of  the  application  by  the  applicant.  Thus,  where  an 
amendment  under  §  1.116  entered  as  a  result  of  reopening  of 
prosecution  necessitates  a  new  ground  of  rejection,  the  action 
immediately  subsequent  to  the  reopening  of  prosecution  may 
be  made  final.  See  MPEP  706.07(a)  and  1208.01. 

Comment  95:  One  comment  would  go  further  in  permitting 
applicant  to  reinstate  an  appeal  as  a  reply  to  the  examiner 
reopening  prosecution  by  permitting  amendments,  affidavits 
and  other  evidence  to  address  the  new  ground  of  rejection. 
Another  comment  desired  the  ability  to  reply  directly  to  the 
Board  for  any  new  ground  of  rejection  raised  by  the  Board. 

Response:  The  comments  amount  to  having  the  Board  conduct 
the  prosecution  of  the  application  and  not  act  as  an  appellate 
review.  Amended  claims,  affidavits  and  other  evidence  should 
be  seen  by  the  examiner  first  for  a  determination  as  to  whether 
a  new  search  is  required,  to  conduct  any  newly  required  search, 
and  also  to  evaluate  the  newly  submitted  and  any  newly 
discovered  material  at  the  examination  level.  See  comments  to 
§  1.196(d). 

Comment  96:  One  comment  would  further  amend  §  1.193  to 
waive  any  subsequent  appeal  notice  fee  and  appeal  brief  fee, 
and  start  the  time  period  for  extension  of  patent  from  the  time 
of  first  appeal  in  that  if  the  examiner  did  his  or  her  duty 
properly  there  would  be  no  need  to  reopen  prosecution. 

Response:  Under  current  practice,  a  new  fee  is  due  for  each 
notice  of  appeal,  each  brief,  and  each  request  for  an  oral 
hearing,  so  long  as  a  decision  on  the  merits  by  the  Board 
resulted  from  the  prior  notice  of  appeal,  brief,  and  request  for 
an  oral  hearing.  Thus,  when  an  examiner  reopens  prosecution 
after  appeal  but  prior  to  a  decision  by  the  Board  on  the  appeal, 
the  fee  for  the  notice  of  appeal,  brief,  and  request  for  an  oral 
hearing  will  apply  to  a  later  appeal.  The  change  to  §  1.193  in 
this  Final  Rule  is  not  germane  to  patent  term  extension  under 
35  U.S.C.  154(b)  and  §  1.701. 

In  any  event,  that  prosecution  is  reopened  subsequent  to  the 
filing  of  an  appeal  brief  is  not  necessarily  a  concession  that  the 
rejection  of  the  appealed  claims  was  in  error.  It  is  often  the  case 
that  prosecution  is  reopened  subsequent  to  the  filing  of  an 
appeal  brief  in  the  situation  in  which  the  examiner  considers 
the  rejection  of  the  appealed  claims  to  be  appropriate  (and  thus 
the  appeal  to  be  without  merit),  but  discovers  a  better  basis  for 
rejecting  the  claims  at  issue  (e.g.,  even  better  prior  art 
references).  To  characterize  an  examiner,  who  decides  to 
reopen  prosecution  to  avoid  wasting  the  Board's  resources 
(and  the  appellant's  time)  with  a  rejection  that  is  not  the  best 
possible  rejection  of  the  appealed  claims,  as  an  examiner  who 
is  not  properly  performing  his  or  her  duties,  would  be 
non-sensical. 

Comment  97:  One  comment  opposed  prohibiting  a  new  ground 
of  rejection  in  an  examiner' s  answer.  The  comment  argued  that 
this  change  will  result  in  unnecessary  delays  inprosecution. 

Response:  The  proposal  to  prohibit  a  new  ground  of  rejection 
in  an  examiner's  answer  otherwise  received  overwhelming 
support.  Under  Pub.  L.  103-465,  any  delay  in  prosecution 
resulting  from  the  reopening  of  prosecution  is  to  the  detriment 


March  2,  2004 


U.S.  PATENT  AND  TRADEMARK  OFFICE 


1280  OG  511 
(153) 


of  the  applicant.  Thus,  it  is  considered  appropriate  to  give  the 
applicant  the  choice  of  whether  to  prosecute  the  application 
before  the  examiner  or  reinstate  the  appeal. 

Section  1.194:  Section  1.194(b)  is  amended  to  provide  that  a 
request  for  an  oral  hearing  must  be  filed  in  a  separate  paper, 
and  to  refer  to  §  1.17(d)  for  consistency  with  the  change  to  § 
1.17. 

Section  1.194(c)  is  amended  to  provide  that  appellant  will  be 
notified  when  a  requested  oral  hearing  is  unnecessary  (e.g.,  a 
remand  is  required). 

Comment  98:  One  comment  argued  that  §  1.194  leaves  an 
open  statement  as  to  when  the  Board  may  decide  that  an  oral 
hearing  is  not  necessary,  in  that  this  section  does  not  limit 
considering  an  oral  hearing  not  necessary  to  when  the  appli- 
cation has  been  remanded  to  the  examiner. 

Response:  The  situation  in  which  an  application  has  been 
remanded  to  the  examiner  was  simply  an  exemplary  situation 
of  special  circumstances  in  which  the  Board  may  determine 
that  an  oral  hearing  is  not  necessary.  Section  1.194  was  not 
meant  to  Umit  the  discretion  of  the  Board  to  determine  that  an 
oral  hearing  is  not  necessary  to  those  situations  when  the 
application  has  been  remanded  to  the  examiner. 

Section  1.196:  Section  1.196  paragraphs  (b)  and  (d)  are 
combined  by  amending  paragraph  §  1.196(b)  to  specifically 
provide  therein  for  a  new  ground  of  rejection  for  both  appealed 
claims  and  for  allowed  claims  present  in  an  appUcation 
containing  claims  that  have  been  appealed  rather  than  the 
current  practice  under  §  1.196(d)  of  recorrmiending  a  rejection 
of  allowed  claims  that  is  binding  on  the  examiner.  The  effect  of 
an  explicit  rejection  of  an  allowed  claim  by  the  Board  is  not 
seen  to  differ  from  a  recommendation  of  a  rejection  and  would 
serve  to  advance  the  prosecution  of  the  application  by  having 
the  rejection  made  at  an  earlier  date  by  the  Board  rather  than 
waiting  for  the  application  to  be  forwarded  and  acted  upon  by 
the  examiner.  The  former  practice  that  the  examiner  is  not 
bound  by  the  rejection  should  appellant  elect  to  proceed  under 
§  1.196(b)(1)  and  an  amendment  or  showing  of  facts  not 
previously  of  record  in  the  opinion  of  the  examiner  overcomes 
the  new  ground  of  rejection,  is  not  changed.  A  period  of  two 
months  is  now  explicitly  set  forth  for  a  reply  to  a  decision  by 
the  Board  containing  a  new  ground  of  rejection  pursuant  to  § 
1. 196(b),  which  would  alter  the  one  month  previously  set  forth 
for  repUes  to  recommended  rejections  of  previously  allowed 
claims.  See  MPEP  1214.01.  Extensions  of  time  continue  to  be 
governed  by  §  1.196(f)  and  §  1.136(b)  (and  not  by  §  1.136(a)). 

The  last  sentence  of  §  1.196(b)(2)  is  amended  to  clarify  that 
appellants  do  not  have  to  both  appeal  and  file  a  request  for 
rehearing  where  only  a  rehearing  of  a  portion  of  the  decision  is 
sought.  A  decision  on  a  request  for  rehearing  will  incorporate 
the  earher  decision  for  purposes  of  appeal  of  the  earlier 
decision  in  situations  in  which  only  a  partial  request  for 
rehearing  has  been  filed.  Additionally,  it  is  clarified  that 
decisions  on  rehearing  are  final  unless  noted  otherwise  in  the 
decision  in  that  under  some  circumstances  it  may  not  be 
appropriate  to  make  a  decision  on  rehearing  final  as  is 
currently  automatically  provided  for.  Section  1.196(b)  is  also 
amended  to  clarify  that  the  appellant  must  exercise  one  of  the 
two  options  with  respect  to  the  new  ground  of  rejection  under 
§  1.196(b)  to  avoid  termination  of  proceedings  (§  1.197(c))  as 
to  the  rejected  claims. 

Section  1.196(b)(2)  (and  §  1.197(b)  and  §  1.304(a)(1))  are 
amended  to  change  the  phrase  "request  for  reconsideration"  to 
"request  for  rehearing"  for  consistency  with  35  U.S.C.  7(b). 
See  In  re  Alappat,  33  F.3d  1526,  1533,  31  USPQ2d  1545,  1548 
(Fed.  Cir.  1994)  (enbanc)  (noting  "imprecise  regulation  draft- 
ing" in  regard  to  the  phrase  "request  for  reconsideration"  in  § 
1.197). 

Section  1.196(d)  is  amended  to  provide  the  Board  with  explicit 
authority  to  have  an  appellant  clarify  the  record  in  addition  to 
what  is  already  provided  by  way  of  remand  to  the  examiner 
(MPEP  1211),  and  appellant's  compliance  with  the  require- 
ments of  an  appeal  brief  (§  1.192(d)).  Section  1.196(d) 
specifically  provides  that  an  appellant  may  be  required  to 
address  any  matter  that  is  deemed  appropriate  for  a  reasoned 
decision  on  the  pending  appeal,  which  may  include:  (1)  the 
applicability  of  particular  case  law  that  has  not  been  previously 


identified  as  relevant  to  an  issue  in  the  appeal;  (2)  the 
applicability  of  prior  art  that  has  not  been  made  of  record;  or 
(3)  the  availability  of  particular  test  data  that  would  be 
persuasive  in  rebutting  a  ground  of  rejection.  Section  1.196(d) 
also  provides  that  appellant  would  be  given  a  non-extendable 
time  period  (not  a  time  limit)  within  which  to  reply  to  any 
requirementunder  §  1.196(d). 

Conmient  99:  One  comment  suggested  that  §  1.196(b)  would 
appear  to  authorize  the  Board  to  reverse  a  restriction  require- 
ment, as  §  1.196(b)  authorizes  the  Board  to  reject  any  pending 
claim.  The  comment  suggested  that  §  1.196(b)  authorize  the 
Board  to  reject  any  examined  (rather  than  pending)  claim. 

Response:  Section  1.196(b)  authorizes,  but  does  not  require, 
the  Board  to  reject  claims  not  involved  in  the  appeal.  The 
Board  has  held  that  a  restriction  requirement  is  not  an  adverse 
decision  within  the  meaning  of  35  U.S.C.  7  and  134  subject  to 
appeal,  and  the  CCPA  and  Federal  Circuit  have  supported  this 
position.  See  In  re  Hengehold,  440  F.2d  1395,  169USPQ  473 
(CCPA  1971);  see  also  In  re  Watkinson,  900  F2d  230,  14 
USPQ2d  1407  (Fed.Cir.  1990).  Thus,  concerns  that  the  Board 
will  use  the  provisions  of  §  1.196(b)  to  review  restriction 
requirements  are  misguided. 

Comment  100:  Several  comments  opposed  the  change  to  § 
1.196(d)  on  the  basis  that  it  places  the  Board  in  the  position  of 
acting  as  an  examiner  in  the  first  instance. 

Response:  Section  1.196(d)  authorizes,  but  does  not  require, 
the  Board  to  require  an  appellant  to  clarify  the  record  without 
remanding  the  application  to  the  examiner.  This  change  will 
authorize  the  Board  to  obtain  clarification  directly  from  the 
appellant  in  those  situations  in  which  the  Board  considers  a 
remand  to  or  further  action  by  the  examiner  unnecessary. 
Where  the  Board  considers  action  by  an  examiner  in  the  first 
instance  to  be  necessary  or  desirable,  the  Board  retains  the 
authority  to  remand  the  application  to  the  examiner  for  such 
action.  Additionally,  after  reply  to  an  inquiry  under  §  1.196(d) 
{e.g.,  does  there  exist  test  data  that  would  be  persuasive 
inrebutting  a  particular  ground  of  rejection),  a  remand  to  the 
examiner  may  be  deemed  to  be  appropriate  (e.g.,  to  evaluate 
test  data  received  in  reply  to  an  inquiry). 

Section  1.197:  Section  1.197(b)  is  amended  to  eliminate  its  use 
of  the  passive  voice.  Section  1.197(b)  is  also  amended  to 
change  "reconsideration  or  modification"  to  "rehearing"  for 
consistency  with  35  U.S.C.  7(b).  For  consistency  with  the 
two-month  period  set  forth  in  §  1.196(b),  §  1.197(b)  is  also 
amended  to  provide  a  two-month  period  (rather  than  a  one- 
month  period)  within  which  an  appellant  may  file  the  single 
request  for  rehearing  permitted  by  §  1.197(b). 

No  comments  were  received  regarding  the  proposed  change  to 
§  1.197. 

Section  §  1.291:  Section  §  1.291(c)  is  amended  by  removing 
the  blanket  limitation  of  one  protest  per  protestor  and  would 
provide  for  a  second  or  subsequent  submission  in  the  form  of 
additional  prior  art.  Mere  argument  that  is  later  submitted  by 
an  initial  protestor  would  continue  not  to  be  entered  and  would 
be  returned  unless  it  is  shown  that  the  argument  relates  to  a 
new  issue  that  could  not  have  been  earlier  raised.  See  MPEP 
1901.07(b).  Although  later  submitted  prior  art  would  be  made 
of  record  by  a  previous  protestor  without  a  showing  that  it 
relates  to  a  new  issue,  it  should  be  noted  that  entry  of  later 
submitted  prior  art  in  the  file  record  does  not  assure  its 
consideration  by  the  examiner  if  submitted  late  in  the  exami- 
nation process.  Accordingly,  initial  protests  should  be  as 
complete  as  possible  when  first  filed. 

In  view  of  the  amendment  to  §  1.291(a)  in  the  "Miscellaneous 
Changes  in  Patent  Practice"  Final  Rule  (discussed  supra)  to 
require  that  a  protest  be  filed  prior  to  the  mailing  of  a  notice  of 
allowance  under  §  1.311  to  be  considered  timely  (  § 
1.291(a)(1)),  the  restriction  of  protests  by  number  is  deemed 
unnecessary  and  is  recognized  as  ineffective,  in  that  a  party 
may  effectively  file  multiple  protests  by  submitting  each 
protest  through  a  third  party  agent  acting  on  behalf  of  such 
party. 

Comment  101:  One  comment  suggested  that  permitting  more 
than  one  submission  by  a  particular  party  relating  to  prior  art 
poses  a  risk  that  a  third  party  may  sequentially  submit 
individual  pieces  of  prior  art  as  a  delaying  factor. 
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Response:  Any  delay  in  submission  of  a  piece  of  prior  art  by  a 
third  party  poses  the  risk  that  the  later  submitted  prior  art  will 
not  be  considered,  particularly  if  it  is  seen  as  part  of  a  pattern. 
The  review  of  any  piece  of  prior  art,  assuming  it  is  not  part  of 
a  large  package,  to  determine  its  value  is  not  seen  to  result  in 
any  delay  in  issuing  an  Office  action.  It  isrecognized  that  some 
delay  may  result  where  a  piece  of  prior  art  in  a  second 
submission  by  a  third  party  is  utilized  in  a  rejection  that  could 
have  been  made  sooner  if  that  art  had  been  submitted  earlier; 
however,  on  balance  the  Office  would  prefer  to  delay  prosecu- 
tion of  an  application  and  consider  and  apply  a  newly 
submitted  reference  not  found  by  the  examiner  rather  than 
issue  an  invalid  claim. 

Section  §  1.291(c)  is  also  amended  to:  (1)  delete  the  sentence 
"the  Office  may  communicate  with  the  applicant  regarding  any 
protest  and  may  require  the  applicant  to  reply  to  specific 
questions  raised  by  the  protest"  as  superfluous  as  the  Office 
may  communicate  with  an  applicant  regarding  any  matter,  and 
require  the  applicant  to  reply  to  specific  questions,  concerning 
the  application;  (2)  replace  "respond"  with  "reply"  in  accor- 
dance with  the  change  to  §  1.111. 

Section  §  1.293:  Section  §  1.293  paragraph  (c)  is  amended  to 
replace  the  reference  to  §  1.106(e)  with  a  reference  to  § 
1.104(c)(5),  to  reflect  a  transfer  of  material. 

Section  §  1.294:  Section  §  1.294  paragraph  (b)  is  amended  by 
replacement  of  "response"  with  "reply"  in  accordance  with  the 
change  to  §  1.111. 

No  comments  were  received  regarding  the  proposed  change  to 
§  1.294. 

Section  §  1.304:  Section  §  1.304(a)(1)  is  amended  to  replace 
"consideration"  by  "reconsideration"  to  correct  a  typographi- 
cal error. 

No  comments  were  received  regarding  the  proposed  change  to 
§  1.304. 

Section  §  1.312:  Section  §  1.312(b)  is  amended  to  have  a 
reference  to  §  1.175(b)  added  in  view  of  the  change  in  § 
1.175(b)  referencing  §  1.312(b). 

No  comments  were  received  regarding  the  proposed  change  to 
§  1.312. 

Section  §  1.313:  Section  §  1.313  will  not  be  amended  with  the 
addition  of  paragraph  (c)  informing  applicants  that  unless 
written  notification  is  received  that  the  apphcation  has  been 
withdrawn  from  issue  at  least  two  weeks  prior  to  the  projected 
date  of  issue,  applicants  should  expect  that  the  application  will 
issue  as  a  patent.  The  matter  will  be  further  studied.  It  should 
be  noted,  however,  that  once  an  application  has  issued,  the 
Office  is  without  authority  to  grant  a  request  under  §  1.313 
notwithstanding  submission  of  the  request  prior  to  issuance  of 
the  patent. 

Section  §  1.316:  Section  §  1.316  is  amended  to  include  only 
the  language  of  former  §  1.316(a).  The  subject  matter  of 
former  paragraphs  (b)  through  (f)  of  §  1.316  were  added  to  § 
1.137. 

No  comments  were  received  regarding  the  proposed  change  to 
§  1.316. 

Section  §  1.317:  Section  §  1.317  is  amended  to  include  only 
the  language  of  former  §  1.317(a).  The  subject  matter  of 
former  paragraphs  (b),  (c),  (e)  and  (f)  of  §  1.317  were  added  to 
§  1.137. 

No  comments  were  received  regarding  the  proposed  change  to 
§  1.317. 

Section  §  1.318:  Section  §  1.318  is  removed  and  reserved  as 
being  an  internal  Office  instruction. 

See  comments  relating  to  §  1.101. 

Section  §  1.324:  Section  §  1.324  is  amended  by  creating 
paragraphs  (a)  and  (b).  The  requirement  for  factual  showings 
to  establish  a  lack  of  deceptive  intent  is  deleted,  with  a 
statement  to  that  effect  being  sufficient,  paragraph  (a). 


Office  practice  is  to  require  the  same  type  and  character  of 
proof  of  facts  as  in  petitions  under  §  1.48(a).  See  MPEP  1481. 
Unlike  former  §  1.48,  former  §  1.324  contained  no  dihgence 
requirement.  See  Stark  v.  Advanced  Magnetics,  Inc.,  29  F.3d 
1570,  1574,  31  USPQ2d  1290,  1293  (Fed.  Cir.  1994).  Section 
§  1.324  (and  §  1.48)  as  adopted  contain  no  diligence  require- 
ment, for  the  reasons  set  forth  in  the  discussion  of  §  1.48. 

Section  §  1.324(b)(1)  is  amended  to  explicitly  require  a 
statement  relating  to  the  lack  of  deceptive  intent  only  from 
each  person  who  is  being  added  or  deleted  as  an  inventor,  as 
opposed  to  the  current  practice  of  requiring  a  statement  from 
each  original  named  inventor  and  any  inventor  to  be  added. 

The  current  requirements  for  an  oath  or  declaration  under  § 
1.63  by  each  actual  inventor  is  replaced,  paragraph  (b)(2)  of  § 
1.324,  by  a  statement  from  the  current  named  inventors  who 
have  not  submitted  a  statement  under  paragraph  (b)(1)  of  § 
1.324  either  agreeing  to  the  change  of  inventorship  or  stating 
that  they  have  no  disagreement  in  regard  to  the  requested 
change.  Not  every  original  named  inventor  would  necessarily 
have  knowledge  of  each  of  the  contributions  of  the  other 
inventors  and/or  how  the  inventorship  error  occurred,  in  which 
case  their  lack  of  disagreement  to  the  requested  change  would 
be  sufficient. 

Paragraph  (b)(3)  of  §  1.324  requires  the  written  consent  of  the 
assignees  of  all  parties  who  submitted  a  statement  under 
paragraph  (b)(1)  and  (b)(2)  of  this  section  similar  to  the  current 
practice  of  consents  by  the  assignees  of  all  the  existing 
patentees.  A  clarification  reference  to  §  3.73(b)  is  added. 

Paragraph  (b)(4)  of  §  1.324  states  the  requirement  for  a  petition 
fee  as  set  forth  in  §  1.20(b). 

No  adverse  comments  were  received  regarding  the  proposed 
change  to  §  1.324. 

Section  §  1.325:  The  proposed  removal  of  §  1.325  is  with- 
drawn. See  comments  relating  to  §  1.101. 

Section  §  1.351:  The  proposed  removal  of  §  1.351  is  with- 
drawn. See  comments  relating  to  §  1.101. 

Section  §  1.352:  Section  §  1.352  is  removed  and  reserved  as 
unnecessary  as  an  internal  instruction. 

See  comments  relating  to  §  1.101. 

Section  §  1.366:  Section  §  1.366(b)  is  amended  to  remove  the 
term  "certificate"  as  unnecessary.  Section  §  1.366(c)  is 
amended  for  clarity  by  changing  "serial  number"  to  "applica- 
tion number,"  which  consists  of  the  serial  number  and  the 
series  code  (e.g.,  "08/"). 

Paragraph  (d)  removes  the  request  for  the  information  con- 
cerning the  issue  date  of  the  original  patent  and  filing  date  of 
the  application  for  the  original  patent  as  unnecessary.  The  term 
"serial"  is  also  removed  from  paragraph  (d). 

No  comments  were  received  regarding  the  proposed  change  to 
§  1.366. 

Section  §  1.377:  Section  §  1.377(c)  is  amended  to  remove  the 
requirement  that  the  petition  be  verified  in  accordance  with  the 
change  to  §  1.4(d)(2)  and  §  10.18. 

No  comments  were  received  regarding  the  proposed  change  to 
§  1.377. 

Section  §  1.378:  Section  §  1.378(d)  is  amended  to  remove  the 
requirement  that  the  statement  be  verified  in  accordance  with 
the  change  to  §  1.4(d)(2)  and  §  10.18. 

No  comments  were  received  regarding  the  proposed  change  to 
§  1.378. 

Section  1.425:  Section  1.425  is  amended  by  removing  para- 
graph (a)  and  its  requirement  for  proof  of  the  pertinent  facts 
relating  to  the  lack  of  cooperation  or  unavailability  of  the 
inventor  for  which  status  is  sought.  In  addition,  §  1.425  is 
further  amended  by  deleting  paragraph  (b)  and  its  requirements 
for  proof  of  the  pertinent  facts,  presence  of  a  sufiicient 
proprietary  interest,  and  a  showing  that  such  action  is  neces- 
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sary  to  preserve  the  rights  of  the  parties  or  to  prevent 
irreparable  damage.  Additionally,  the  requirement  that  the  last 
known  address  of  the  non-signing  inventor  be  stated  has  been 
removed.  The  current  requirements  are  thought  to  be  unnec- 
essary in  view  of  the  need  for  submission  of  the  same 
information  in  a  petition  under  §  1.47  during  the  national  stage. 
The  paragraph  added  parallels  the  requirement  in  PCT  Rule 
4.15  for  a  statement  explaining  to  the  satisfaction  of  the 
Commissioner  the  lack  of  the  signature  concerned  for  submis- 
sion of  the  international  application. 

No  comments  were  received  regarding  the  proposed  change  to 
§  1.425. 

Section  1.484:  Section  1.484  paragraphs  (d)  through  (f)  are 
amended  by  replacement  of  "response"  and  "respond"  with 
"reply"  in  accordance  with  the  change  to  §  1.111. 

No  comments  were  received  regarding  the  proposed  change  to 
§  1.484. 

Section  1.485:  Section  1.485(a)  is  amended  by  replacement  of 
"response"  with  "reply"  in  accordance  with  the  change  to  § 
1.111. 

No  comments  were  received  regarding  the  proposed  change  to 
§  1.485. 

Section  1.488:  Section  1.488(b)(3)  is  amended  by  replacement 
of  "response"  with  "reply"  in  accordance  with  the  change  to  § 
1.111. 

No  comments  were  received  regarding  the  proposed  change  to 
§  1.488. 

Section  1.492:  Section  1.492  is  amended  to  add  new  paragraph 
(g).  See  the  amendment  to  §  1.16  adding  a  new  paragraph  (m). 

No  comments  were  received  regarding  the  proposed  change  to 
§  1.492. 

Section  1.494:  Section  1.494(c)  is  amended  by  replacement  of 
"response"  with  "reply"  in  accordance  with  the  change  to  § 
1.111. 

No  comments  were  received  regarding  the  proposed  change  to 
§  1.494. 

Section  1.495:  Section  1.495(c)  is  amended  by  replacement  of 
"response"  with  "reply"  in  accordance  with  the  change  to  § 
1.111. 

No  comments  were  received  regarding  the  proposed  change  to 
§  1.495. 

Section  1.510:  Section  1.510(e)  is  amended  to  replace  a 
reference  to  §  1.121(f)  with  a  reference  to  §  1.530(d),  which 
sets  forth  the  requirements  for  an  amendment  in  a  reexamina- 
tion proceeding. 

No  comments  were  received  regarding  the  proposed  change  to 
§  1.510. 

Section  1.530:  The  title  has  been  changed  by  the  addition  of  a 
semicolon  to  clarify  that  the  section  is  intended  to  cover  not 
only  amendments  submitted  with  the  statement,  but  also 
amendments  submitted  at  any  other  stage  of  the  reexamination 
proceedings. 

Section  1.530(d)  is  replaced  by  paragraphs  (d)(1)  through 
(d)(7)  removing  the  reference  to  §  1.121(f)  in  accordance  with 
the  deletion  of  §  1.121(f).  The  manner  of  proposing  amend- 
ments in  reexamination  proceedings  is  governed  by  § 
1.530(d)(1)  through  (d)(6).  Paragraph  (d)(1)  is  directed  to  the 
manner  of  proposing  amendments  in  the  specification,  other 
than  in  the  claims.  Paragraph  (d)(l)(i)  requires  that  amend- 
ments including  deletions  be  made  by  submission  of  a  copy  of 
one  or  more  newly  added  or  rewritten  paragraphs  with  mark- 
ings, except  that  an  entire  paragraph  may  be  deleted  by  a 
statement  deleting  the  paragraph  without  presentation  of  the 
text  of  the  paragraph.  Paragraph  (d)(l)(ii)  requires  indication 
of  the  precise  point  in  the  specification  where  the  paragraph 
which  is  being  amended  is  located.  When  a  change  in  one 
sentence,  paragraph,  or  page  results  in  only  format  changes  to 


other  pages  {e.g.,  shifting  of  non-amended  text  to  subsequent 
pages)  not  otherwise  being  amended,  such  format  changes  are 
not  to  be  submitted.  Paragraph  (d)(l)(iii)  defines  the  markings 
set  forth  in  paragraph  (d)(l)(ii).  Proposed  paragraph  (d)(l)(iii), 
relating  to  a  requirement  for  submission  of  all  amendments  be 
presented  when  any  amendment  to  the  specification  is  made, 
was  not  implemented. 

Paragraph  (d)(2)  of  §  1.530  relates  to  the  manner  of  proposing 
amendments  to  the  claims  in  reexamination  proceedings. 
Paragraph  (d)(2)(i)(A)  of  §  1.530  requires  that  a  proposed 
amendment  include  the  entire  text  of  each  patent  claim  which 
is  proposed  to  be  amended  by  the  current  amendment  and  each 
proposed  new  claim  being  added  by  the  current  amendment. 
Additionally,  provision  has  been  made  for  the  cancellation  of  a 
patent  claim  or  of  a  previously  proposed  new  claim  by  a 
direction  to  cancel  without  the  need  for  marking  by  brackets. 
Paragraph  (d)(2)(i)(B)  prohibits  the  renumbering  of  the  patent 
claims  and  requires  that  any  proposed  new  claims  follow  the 
number  of  the  highest  numbered  patent  claim. 
Paragraph(d)(2)(i)(C)  identifies  the  type  of  markings  required 
by  paragraph  (d)(2)(i)(A),  single  underlining  for  added  mate- 
rial and  single  brackets  for  material  deleted. 

Paragraph  (d)(2)(ii)  requires  the  patent  owner  to  set  forth  the 
status  (i.e. ,  pending  or  cancelled)  of  all  patent  claims,  and  of  all 
currently  proposed  new  claims,  as  of  the  date  of  the  submission 
of  each  proposed  amendment.  The  absence  of  claim  status 
would  result  in  a  notice  of  informal  response. 

Paragraph  (d)(2)(iii)  of  §  1.530  requires  an  explanation  of  the 
support  in  the  disclosure  for  any  amendments  to  the  claims 
presented  for  the  first  time  on  pages  separate  from  the 
amendments  along  with  any  additional  comments.  The  absence 
of  an  explanation  would  result  in  a  notice  of  informal  response. 

Proposed  paragraphs  (d)(2)(iv)  and  (v),  relating  to  a  require- 
ment for  presentation  of  all  amendments  as  of  the  date  any 
amendment  to  the  claims  is  made,  and  to  the  treatment  of  the 
failure  to  submit  a  copy  of  any  added  claim  as  a  direction  to 
cancel  that  claim,  were  not  implemented. 

Paragraph  (d)(3)  of  §  1.530  provides  that:  (1)  an  amendment 
may  not  enlarge  the  scope  of  the  claims  of  the  patent,  (2)  no 
amendment  may  be  proposed  for  entry  in  an  expired  patent, 
and  (3)  no  amendment  will  be  incorporated  into  the  patent  by 
certificate  issued  after  the  expiration  of  the  patent. 

Paragraph  (d)(4)  of  §  1.530  provides  that  amendments  pro- 
posed to  a  patent  during  reexamination  proceedings  will  not  be 
effective  until  a  reexamination  certificate  is  issued.  This 
replaces  paragraph  (e)  of  §  1.530,  which  has  been  removed  and 
reserved. 

Paragraph  (d)(5)  of  §  1.530  provides  the  criteria  for  the  form  of 
amendments  in  reexamination  proceedings  (i.e.,  paper  size 
must  be  either  letter  size  or  A4  size,  and  not  legal  size). 

Paragraph  (d)(6)  of  §  1 .530  clarifies  that  proposed  amendments 
to  the  patent  drawing  sheets  are  not  permitted  and  that  any 
change  must  be  by  way  of  a  new  sheet  of  drawings  with  the 
proposed  amended  figures  being  identified  as  "amended"  and 
with  proposed  added  figures  identified  as  "new"  for  each  sheet 
that  has  changed.  Material  in  paragraph  (d)(6)  has  been 
transferred  from  cancelled  §  1.115. 

Paragraph  (d)(7)  of  §  1.530,  has  been  added  in  view  of  the 
deletion  of  §  1.115  paragraph  (d),  requires  amendment  of  the 
disclosure  in  certain  situations  (i.e.,  to  correct  inaccuracies  of 
description  and  definition)  and  to  secure  substantial  correspon- 
dence between  the  claims,  the  remainder  of  the  specification, 
and  the  drawings.  The  previous  requirement  for  "correspon- 
dence" has  been  modified  by  use  of  "substantial  correspon- 
dence." See  comments  to  §  1.115. 

Paragraph  (d)(8)  of  §  1.530  has  been  added  to  clarify  that  all 
amendments  to  the  patent  being  reexamined  must  be  made 
relative  to  (i.e.,  vis-a-vis)  the  patent  specification  in  effect  as  of 
the  date  of  the  filing  of  the  request  for  reexamination  (the 
patent  specification  includes  the  claims).  If  there  was  a  prior 
change  to  the  patent  (made  via  a  prior  reexamination  certifi- 
cate, reissue  of  the  patent,  certificate  of  correction,  etc.),  the 
first  amendment  must  be  made  relative  to  the  patent  specifi- 
cation as  changed  by  the  prior  proceeding  or  other  mechanism 
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for  changing  the  patent.  In  addition,  all  amendments  subse- 
quent to  the  first  amendment  must  be  made  relative  to  the 
patent  specification  in  effect  as  of  the  date  of  the  filing  of  the 
request  for  reexamination,  and  not  relative  to  the  prior  amend- 
ment. 

Paragraph  (e)  of  §  1.530  has  been  removed  with  the  material 
formerly  contained  therein  transferred  to  new  paragraph  (d)(4) 
of  §  1.530. 

The  proposed  change  in  §  1.530,  §  1.550,  and  §  1.560  to 
replace  "response,"  "responses"  and  "respond"  with  "reply"  in 
accordance  with  the  change  to  §  1.111  is  not  being  adopted  at 
this  time.  As  the  term  "reply"  in  a  reexamination  proceeding 
refers  to  the  "reply"  of  a  third  party  requester  (§  1.535),  the 
Office  is  withdrawing  for  further  consideration  what  term 
should  consistently  be  used  for  the  "reply"  or  "response"  by 
the  patent  owner  and  what  term  should  consistently  be  used  for 
the  "reply"  by  a  third  party  requester. 

Section  1.550:  Paragraph  (a)  of  §  1.550  is  amended  to  conform 
the  citation  to  §  1.104  through  §  1.119  to  the  changes  to  § 
1.104  through  §  1.119.  Paragraphs  (b)  and  (e)  of  §  1.550  are 
amended  for  clarification  purposes.  Paragraph  (e)  of  §  1.550 
clarifies  present  Office  practice  of  requiring,  after  filing  of  a 
request  for  reexamination  by  a  third  party  requester,  the  service 
of  any  document  filed  by  either  the  patent  owner  or  the  third 
party  on  the  other  party  in  the  reexamination  proceeding  in  the 
manner  provided  in  §  1.248. 

No  comments  were  received  regarding  the  proposed  change  to 
§  1.550. 

Section  §  1.770:  Section  §  1.770  is  amended  by  replacement  of 
"response"  with  "reply"  in  accordance  with  the  change  to  § 
1.111. 

No  comments  were  received  regarding  the  proposed  change  to 
§  1.770. 

Section  §  1.785:  Section  §  1.785  is  amended  by  replacement  of 
"response"  with  "reply"  in  accordance  with  the  change  to  § 
1.111. 

No  comments  were  received  regarding  the  proposed  change  to 
§  1.785. 

Section  1.804:  Section  1.804(b)  is  clarified  grammatically  by 
changing  "shall  state"  to  "stating"  and  is  amended  to  delete  the 
requirement  that  the  statement  be  verified  in  accordance  with 
the  change  to  §  1.4(d)(2)  and  §  10.18. 

No  comments  were  received  regarding  the  proposed  change  to 
§  1.804. 

Section  1.805:  Section  1.805(c)  is  amended  by  deleting  "veri- 
fied" in  accordance  with  the  change  to  §  1.4(d)  and  §  10.18  and 
removing  unnecessary  language  noting  that  an  attorney  or 
agent  registered  to  practice  need  not  verify  their  statements. 

No  comments  were  received  regarding  the  proposed  change  to 
§  1.805. 

Part  3:  Portions  of  Part  3  are  amended  to  incorporate  Part  7, 
which  part  is  removed  and  reserved. 

No  comments  were  received  regarding  the  proposed  change  to 
Part  3. 

Section  3.11:  Section  3.11(a)  is  created  for  the  current  subject 
matter  and  a  new  paragraph(b)  is  added  citing  Executive  Order 
9424  of  Febmary  18,  1944  (9  FR  1959,  3  CFR  1943-1949 
Comp.,  p.  303)  and  its  requirements  that  several  departments 
and  other  executive  agencies  of  the  Government  forward  items 
for  recording. 

Section  3.21:  Section  3.21  is  amended  to  replace  the  reference 
to  "  §  1.53(b)(1)"  with  a  reference  to  "  §  1.53(b)"  and  to  delete 
the  reference  to  "§  1.62"  for  consistency  with  the  amendment 
to  §  1.53  and  the  deletion  of  §  1.62. 

Section  3.26:  Section  3.26  is  amended  to  remove  the  require- 
ment that  an  English  language  translation  be  verified  in 
accordance  with  the  change  to  §  1.4(d)(2)  and  §  10.18. 


Section  3.27:  The  current  subject  matter  of  3.27  is  designated 
as  paragraph  (a),  and  a  paragraph  (b)  is  added  to  cite  Executive 
Order  9424  and  a  maifing  address  therefor. 

Section  3.31:  Section  3.31(c)  is  added  to  require  that:  (1)  the 
cover  sheet  must  indicate  that  the  document  is  to  be  recorded 
on  the  Governmental  Register:  (2)  the  document  is  to  be 
recorded  on  the  Secret  Register  (if  appUcable);  and  (3)  the 
document  does  not  affect  title  (if  applicable). 

Section  3.41:  The  current  subject  matter  of  3.41  is  designated 
as  paragraph  (a),  and  a  paragraph  (b)  is  added  to  specify  when 
no  recording  fee  is  required  for  documents  required  to  be  filed 
pursuant  to  Executive  Order  9424. 

Section  3.51:  Section  3.51  is  amended  by  removing  the  term 
"certification"  as  unnecessary  in  accordance  with  the  change  to 
§  1.4(d)(2)  and  §  10.18. 

Section  3.58:  Section  3.58  is  added  to  provide  for  the  main- 
taining of  a  Department  Register  to  record  Government  inter- 
ests required  by  Executive  Order  9424  in  3.58(a).  New  3.58(b) 
provides  that  the  Office  maintain  a  Secret  Register  to  record 
Government  interests  also  required  by  the  Executive  Order. 

Section  3.73:  Section  §  3.73(b)  is  amended  to  remove  the 
sentence  requiring  an  assignee  to  specifically  state  that  the 
evidentiary  documents  have  been  reviewed  and  to  certify  that 
title  is  in  the  assignee  seeking  to  take  action.  The  sentence  is 
deemed  to  be  unnecessary  in  view  of  the  amendment  to  § 
1.4(d)  and  §  10.18. 

Section  3.73  paragraph  (b)  has  also  been  amended  to  replace 
the  language  "assignee  of  the  entire  right,  title  and  interest" 
with  "assignee."  This  change  provides  for  the  applicability  of 
the  paragraph  to  assignees  with  a  partial  interest,  such  as  is 
often  encountered  in  reissue  applications. 

Section  3.73(b)  is  clarified  by  addition  of  a  reference  to  an 
example  of  documentary  evidence  that  can  be  submitted. 

Part  5: 

No  comments  were  received  regarding  the  proposed  change  to 
Part  5. 

Section  5.1:  Section  5.1  is  amended  by  removing  the  current 
subject  matter  as  being  duplicative  of  material  in  the  other 
sections  of  this  part  and  is  replaced  by  subject  matter  deleted 
from  5.33. 

Section  5.2:  Section  5.2(b)  is  amended  by  removing  the  subject 
matter  as  being  duplicative  of  material  in  the  other  sections  of 
this  part  and  is  replaced  with  subject  matter  of  the  first 
sentence  from  5.7.  Section  5.2  paragraphs  (c)  and  (d)  are 
removed  as  repetitive  of  material  in  the  other  sections  of  this 
part. 

Section  5.3:  Section  5.3  is  amended  by  replacement  of  "re- 
sponse" with  "reply"  in  accordance  with  the  change  to  §  1.111. 

Section  5.4:  Section  5.4  is  amended  by  removing  unnecessary 
subject  matter  from  paragraph  (a),  eliminating,  in  paragraph 
(d),  the  requirement  that  the  petition  be  verified  in  accordance 
with  the  amendment  to  §  1.4(d)(2)  and  §  10.18,  and  by  adding 
the  first  and  second  sentences  of  5.8  to  5.4(d). 

Section  5.5:  Section  5.5  is  amended  by  removing  unnecessary 
subject  matter  from  paragraph  (b)  and  by  replacing  current 
5.5(e)  with  subject  matter  removed  from  5.6(a). 

Section  5.6:  Section  5.6  is  removed  and  reserved  with  the 
subject  matter  of  5.6(a)  being  placed  in  5.5(e). 

Section  5.7:  Section  5.7  is  removed  and  reserved  with  the  first 
sentence  thereof  being  placed  in  5.2(b). 

Section  5.8:  Section  5.8  is  removed  and  reserved  with  the 
subject  matter  from  the  first  and  second  sentences  thereof 
being  placed  in  5.4(d). 

Sections  5.11:  Section  5.11,  paragraphs  (b),  (c)  and  (e),  are 
amended  to  update  the  references  to  other  parts  of  the  Code  of 
Federal  Regulations. 
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Section  5.12:  Section  5.12(b)  is  amended  to  clarify  that  the 
petition  fee  (§  1.17(h))  is  required  only  when  expedited 
handling  is  sought  for  the  petition. 

Section  5.13:  Section  5.13  is  amended  by  removing  the  last 
two  sentences  which  are  considered  to  be  unnecessary.  Section 
5.13  is  also  amended  to  remove  the  language  concerning  the 
requirement  for  the  petition  fee  (§  1.17(h))  for  expedited 
handling  of  a  petition  under  5. 12(b),  which  is  duplicative  of  the 
provisions  of  5. 12(b).  This  amendment  does  not  change  current 
practice. 

Section  5.14:  Section  5.14(a)  is  amended  by  removing  unnec- 
essary subject  matter  and  replacing  "serial  number"  with  the 
more  appropriate  designation  "application  number."  Section 
5. 14(a)  is  also  amended  to  remove  the  language  concerning  the 
requirement  for  the  petition  fee  (§  1.17(h))  for  expedited 
handling  of  a  petition  under  5.12(b),  which  is  duplicative  of  the 
provisions  of  5. 12(b).  This  amendment  does  not  change  current 
practice. 

Section  5.15:  Section  5.15,  paragraphs  (a),  (b),  (c),  and  (e),  are 
amended  by  removing  unnecessary  subject  matter  and  to 
update  the  references  to  other  parts  of  the  Code  of  Federal 
Regulations. 

Section  5.16:  Section  5.16  is  removed  and  reserved  as  unnec- 
essary. 

Section  5.17:  Section  5.17  is  removed  and  reserved  as  unnec- 
essary. 

Section  5.18:  Section  5.18  is  amended  to  update  the  references 
to  other  parts  of  the  Code  of  Federal  Regulations. 

Sections  5.19:  Sections  5.19(a)  and  (b)  are  amended  to  update 
the  references  to  other  parts  of  the  Code  of  Federal  Regula- 
tions. Section  5.19(c)  is  removed  as  unnecessary. 

Section  5.20:  Section  5.20  is  amended  to  include  only  the 
language  of  former  5.20(a). 

Section  5.25:  Section  5.25(c)  is  removed  as  unnecessary. 

Section  5.31:  Section  5.31  is  removed  and  reserved  as  unnec- 
essary. 

Section  5.32:  Section  5.32  is  removed  and  reserved  as  unnec- 
essary. 

Section  5.33:  Section  5.33  is  removed  and  reserved  and  its 
subject  matter  added  to  5.1. 

Part  7:  Part  7  is  removed  and  reserved  as  the  substance  thereof 
is  incorporated  into  part  3. 

No  comments  were  received  regarding  the  proposed  change  to 
Part  7. 

Part  10: 

Section  10.18:  The  heading  of  §  10.18  is  amended  to  read 
"[s]ignature  and  certificate  for  correspondence  filed  in  the 
Patent  and  Trademark  Office"  to  reflect  that  it,  as  amended, 
applies  to  correspondence  filed  by  non-practitioners  as  well  as 
practitioners. 

Section  10.18(a)  is  amended  to  provide  that  for  all  documents 
filed  in  the  Office  in  patent,  trademark,  and  other  non-patent 
matters,  except  for  correspondence  that  is  required  to  be  signed 
by  the  applicant  or  party,  each  piece  of  correspondence  filed  by 
a  practitioner  in  the  Patent  and  Trademark  Office  must  bear  a 
signature,  personally  signed  by  such  practitioner,  in  compli- 
ance with  §  1.4(d)(1).  This  amendment  is  simply  a  clarification 
of  the  requirements  of  former  §  10.18(a). 

Section  10.18  is  further  amended  (in  §  10.18  paragraphs  (b) 
and  (c))  to  include  the  changes  proposed  to  §  1.4  paragraphs 
(d)(2)  and  (d)(3).  These  changes  to  37  CFR  Part  10  are  to  avoid 
a  dual  standard  between  37  CFR  Parts  1  and  10  as  to 
practitioners.  In  addition,  by  operation  of  §  1.4(d)(2).  the 
provisions  of  §  10.18  paragraphs  (b)  and  (c)  are  applicable  to 
any  party  (whether  a  practitioner  or  non-practitioner)  present- 
ing any  paper  to  the  Office.  As  any  party  (whether  a  practitio- 


ner or  non-practitioner)  presenting  any  paper  to  the  Office  is 
subject  to  the  provisions  of  §  10. 18  paragraphs  (b)  and  (c),  this 
change  also  avoids  a  dual  standard  between  practitioners  and 
non-practitioners  as  to  the  certification  provisions  of  §  10.18(b) 
and  the  sanctions  provisions  of  §  10.18(c).  The  only  difference 
between  a  practitioner  and  a  non-practitioner  as  to  §  10.18 
paragraphs  (b)  and  (c)  is  that  a  practitioner  may  also  be  subject 
to  disciplinary  action  for  violations  of  §  10.18(b)  in  addition  to 
or  in  lieu  of  sanctions  under  §  10.18(c). 

Section  10.18(b)(1)  is  specifically  amended  to  provide  that,  by 
presenting  to  the  Office  (whether  by  signing,  filing,  submitting, 
or  later  advocating)  any  paper,  the  party  presenting  such  paper 
(whether  a  practitioner  or  non-practitioner)  is  certifying  that  all 
statements  made  therein  of  the  party's  own  knowledge  are  true, 
all  statements  made  therein  on  information  and  belief  are 
believed  to  be  true,  and  all  statements  made  therein  are  made 
with  the  knowledge  that  whoever,  in  any  matter  within  the 
jurisdiction  of  the  Patent  and  Trademark  Office,  knowingly  and 
willfully  falsifies,  conceals,  or  covers  up  by  any  trick,  scheme, 
or  device  a  material  fact,  or  makes  any  false,  fictitious  or 
fraudulent  statements  or  representations,  or  makes  or  uses  any 
false  writing  or  document  knowing  the  same  to  contain  any 
false,  fictitious  or  fraudulent  statement  or  entry,  shall  be 
subject  to  the  penalties  set  forth  under  18  U.S. C.  1001,  and  that 
violations  of  this  paragraph  may  jeopardize  the  validity  of  the 
application  or  document,  or  the  validity  or  enforceability  of 
any  patent,  trademark  registration,  or  certificate  resulting 
therefrom. 

Section  10.18(b)(2)  is  specifically  amended  to  provide  that,  by 
presenting  to  the  Ofiice  any  paper,  the  party  presenting  such 
paper  (whether  a  practitioner  or  non-practitioner)  is  certifying 
that  to  the  best  of  the  party's  knowledge,  information  and 
belief,  formed  after  an  inquiry  reasonable  under  the  circum- 
stances, that:  (1)  the  paper  is  not  being  presented  for  any 
improper  purpose,  such  as  to  harass  someone  or  to  cause 
unnecessary  delay  or  needless  increase  in  the  cost  of  prosecu- 
tion before  the  Office;  (2)  the  claims  and  other  legal  conten- 
tions therein  are  warranted  by  existing  law  or  by  a  nonfrivo- 
lous  argument  for  the  extension,  modification,  or  reversal  of 
existing  law  or  the  establishment  of  new  law;  (3)  the  allega- 
tions and  other  factual  contentions  have  evidentiary  support  or, 
if  specifically  so  identified,  are  likely  to  have  evidentiary 
support  after  a  reasonable  opportunity  for  further  investigation 
or  discovery;  and  (4)  the  denials  of  factual  contentions  are 
warranted  on  the  evidence,  or  if  specifically  so  identified,  are 
reasonably  based  on  a  lack  of  information  or  belief. 

As  discussed  supra,  the  amendments  to  §  10.18,  in  combina- 
tion with  the  amendment  to  §  1 .4(d),  will  permit  the  Office  to 
eliminate  the  verification  requirement  for  a  number  of  the  rules 
of  practice. 

Section  10.18(c)  specifically  provides  that  violations  of  § 
10.18(b)(1)  may  jeopardize  the  validity  of  the  application  or 
document,  or  the  validity  or  enforceability  of  any  patent, 
trademark  registration,  or  certificate  resulting  therefrom,  and 
that  violations  of  any  of  §  10.18  paragraphs  (b)(2)(i)  through 
(iv)  are,  after  notice  and  reasonable  opportunity  to  respond, 
subject  to  such  sanctions  as  deemed  appropriate  by  the 
Commissioner,  or  the  Commissioner's  designee,  which  may 
include,  but  are  not  limited  to,  any  combination  of:  ( 1 )  holding 
certain  facts  to  have  been  established;  (2)  returning  papers;  (3) 
precluding  a  party  from  filing  a  paper,  or  presenting  or 
contesting  an  issue;  (4)  imposing  a  monetary  sanction;  (5) 
requiring  a  terminal  disclaimer  for  the  period  of  the  delay;  or 
(6)  terminating  the  proceedings  in  the  Patent  and  Trademark 
Office. 

With  regard  to  the  sanctions  enumerated  in  §  10.18(c),  35 
U.S.C.  6(a)  provides  that  "The  Commissioner  .  .  .  may,  subject 
to  the  approval  of  the  Secretary  of  Commerce,  establish 
regulations,  not  inconsistent  with  law,  for  the  conduct  of 
proceedings  in  the  Patent  and  Trademark  Office."  The  issue  of 
whether  the  Office  is  authorized  to  impose  monetary  sanctions 
was  addressed  in  the  rulemaking  entitled  "Patent  .Appeal  and 
Interference  Practice."  published  in  the  Federal  Register  at  60 
FR  14488  (March  17,  1995),  and  in  the  Official  Gazette  at  1173 
Off.  Gaz.  Pat.  Office  36  (April  11,  1995). 

The  Commissioner's  authority  under  35  U.S.C.  6(a)  to  impose 
monetary  sanctions  is  limited  to  sanctions  which  are  remedial, 
and  does  not  extend  to  sanctions  that  are  punitive.  Id.   at 
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14494-96,  1173  Off.  Gaz.  Pat.  Office  at  41-43.  An  enabling 
statute  (35  U.S.C.  6(a))  alone  is  not  the  express  statutory 
authorization  required  for  an  agency  to  impose  penal  monetary 
sanctions.  See,  e.g.,  Commissioner  v.  Acker,  361  U.S.  87,  91 
(1959);  Gold  Kist,  Inc.  v.  Department  of  Agriculture,  741  F.2d 
344,  348  (11th  Cir.  1984).  Thus,  the  line  of  demarcation 
between  permissible  and  impermissible  monetary  sanctions 
under  35  U.S.C.  6(a)  is  that:  (1)  the  imposition  of  a  monetary 
sanction  to  cover  the  costs  incurred  by  the  Office  due  to  the 
violation  of  §  10.18(b)(2)  is  a  remedial  (and  thus  permissible) 
sanction;  and  (2)  the  imposition  of  a  monetary  sanction  that 
has  no  relationship  to  the  costs  incurred  by  the  Office  due  to  the 
violation  of  §  10.18(b)(2)  {e.g.,  a  pre-established  or  arbitrary 
fine  or  penalty)  is  a  punitive  (and  thus  impermissible)  sanction. 
See  United  States  v.  Frame,  885  F.2d  1119,  1142-43  (3rd  Cir. 
1989)  (late  payment  charge  no  higher  than  reasonable  to  cover 
lost  interest  and  administrative  costs  incurred  in  the  collection 
effort  is  a  remedial  sanction,  and  not  a  penalty,  and,  as  such,  is 
authorized  by  rulemaking  enabling  statute),  cert,  denied,  493 
U.S.  1094  (1990);  see  also  Griffin  &  Dickson  v.  United  States, 
16  CI.  Ct.  347,  356-57  (1989)  (agency  has  the  inherent 
authority  to  manage  its  caseload  by  imposing  sanctions  includ- 
ing precluding  party  from  presenting  further  evidence,  disci- 
plining of  representative,  or  imposing  costs  against  the  repre- 
sentative or  the  party  in  interest).  As  the  Office  is  an  entirely 
fee-funded  entity,  it  is  reasonable  to  impose  a  monetary 
sanction  on  a  party  causing  an  unnecessary  and  inordinate 
expenditure  of  Office  resources  to  cover  the  costs  incurred  by 
the  Office  due  to  such  action,  rather  than  impose  these  costs  on 
the  Office's  customers  in  general. 

Nevertheless,  the  Office  has  amended  §  1.4(d)(2)  and  §  10.18 
with  the  objective  of  discouraging  the  filing  of  frivolous  or 
patently  unwarranted  correspondence  in  the  Office,  not  to 
routinely  review  correspondence  for  compliance  with  § 
10.18(b)(2)  and  impose  sanctions  under  §  10.18(c).  Thus,  the 
amendment  to  §  1.4(d)(2)  and  §  10.18  should  cause  no  concern 
to  practitioners  and  pro  se  applicants  engaging  in  the  ordinary 
course  of  business  before  the  Office.  The  Office  anticipates  that 
sanctions  under  §  10.18(c)  will  be  imposed  only  in  rare 
situations  in  which  such  action  is  necessary  for  the  Office  to 
halt  a  clear  abuse  that  is  resulting  in  a  needless  and  inordinate 
expenditure  of  Office  resources. 

Where  the  circumstances  of  an  application  or  other  proceeding 
warrant  a  determination  of  whether  there  has  been  a  violation 
of  §  10.18(b),  the  file  or  the  apphcation  or  other  proceeding 
will  be  forwarded  to  the  Office  of  Enrollment  and  Discipline 
(OED)  for  a  determination  of  whether  there  has  been  a 
violation  of  §  10.18(b).  In  the  event  that  OED  determines  that 
a  provision  of  §  10.18(b)  has  been  violated,  the  Commissioner, 
or  the  Commissioner's  designee,  will  determine  what  (if  any) 
sanction(s)  under  §  10.18(c)  is  to  be  imposed  in  the  application 
or  other  proceeding.  In  addition,  if  OED  determines  that  a 
provision  of  §  10.18(b)  has  been  violated  by  a  practitioner, 
OED  will  determine  whether  such  practitioner  is  to  be  subject 
to  disciplinary  action  (see  §  1.4(d)(2)  and  §  10.18(d)).  That  is, 
OED  will  provide  a  determination  of  whether  there  has  been  a 
violation  of  §  10.18(b),  and  if  such  violation  is  by  a  practitio- 
ner, whether  such  practitioner  is  to  be  subject  to  disciplinary 
action;  however,  OED  will  not  be  responsible  for  imposing 
sanctions  under  §  10.18(c)  in  an  apphcation  or  other  proceed- 
ing. 

Section  10.18(d)  provides  that  any  practitioner  violating  the 
provisions  of  this  section  may  also  be  subject  to  disciphnary 
action.  This  paragraph  (and  the  corresponding  provision  of  § 
1.4(d)(2))  clarifies  that  a  practitioner  may  be  subject  to 
disciplinary  action  in  lieu  of,  or  in  addition  to,  the  sanctions  set 
forth  in  §  10.18(c)  for  violations  of  §  10.18. 

Comment  102:  A  number  of  comments  supported  the  changes 
to  §  1.4(d)  to  make  its  certification  applicable  to  all  papers 
signed  and  submitted  to  the  Office. 

Response:  The  Office  will  adopt  the  changes  to  make  such  a 
certification  applicable  to  all  papers  filed  in  the  Office,  but  will 
do  so  by  placing  the  certification  requirement  in  §  10.18,  and 
providing  in  §  1 .4(d)  that  the  presentation  of  any  paper  to  the 
Office,  whether  by  a  practitioner  or  non-practitioner,  consti- 
tutes a  certification  under  §  10.18.  Thus,  the  presentation  of  a 
paper  to  the  Office  by  any  person  (even  a  non-practitioner) 
constitutes  a  certification  under  §  10.18. 


Comment  103:  A  number  of  comments  opposed  the  change  to 
§  1.4(d)  as  increasing  the  burden  on  persons  presenting  papers 
to  the  Office,  and,  as  such,  inconsistent  with  the  stated  goal  of 
reducing  the  burden  on  the  pubfic.  One  comment  indicated  that 
new  burdens  in  §  1.4(d)  on  signers  of  papers  submitted  to  the 
Office  include:  (1)  conducting  a  reasonable  inquiry  concerning 
the  document  to  be  submitted  to  the  Office;  (2)  not  submitting 
the  document  to  harass  or  seek  a  needless  increase  in  the  cost 
of  prosecution;  and  (3)  submitting  only  documents  likely  to 
have  evidentiary  support  after  a  reasonable  opportunity  for 
further  investigation  or  discovery. 

Response:  The  change  to  §  1.4(d)  and  §  10.18  should  discour- 
age the  filing  of  frivolous  papers  in  the  Office,  and  thus  reduce 
the  cost  to  the  Office  of  treating  such  papers,  which  cost  is 
ultimately  borne  by  the  Office's  customers.  Thus,  this  change 
to  §  1.4(d)  and  §  10.18  will  reduce  the  burden  on  the  public  and 
to  the  Office's  customers  in  general.  There  is  no  reasonable 
argument  as  to  why  a  person  filing  a  document  in  the  Office 
should  be  permitted  to  avoid  the  "burden"  of  conducting  a 
reasonable  inquiry  concerning  the  document  to  be  submitted  to 
the  Office,  not  submitting  the  document  to  harass  or  seek  a 
needless  increase  in  the  cost  of  prosecution,  or  submitting  only 
documents  likely  to  have  evidentiary  support  after  a  reasonable 
opportunity  for  further  investigation  or  discovery. 

Comment  104:  Several  comments  opposed  the  addition  of  § 
1.4(d)(2)  (now  §  10.18(b)(2))  on  the  basis  that  the  phrase 
"formed  after  an  inquiry  reasonable  under  the  circumstances" 
was  too  vague  or  was  unclear  as  to  how  much  of  an  inquiry 
must  be  made  to  meet  the  "reasonable  inquiry"  requirement. 

Response:  The  phrase  "formed  after  an  inquiry  reasonable 
under  the  circumstances"  is  taken  from  Rule  11(b)  of  the 
Federal  Rules  of  Civil  Procedure  (Fed.  R.  Civ.  R  11(b)),  which 
provides  that: 

Representations  to  Court.  By  presenting  to  the  court 
(whether  by  signing,  filing,  submitting,  or  later  advocating)  a 
pleading,  written  motion,  or  other  paper,  an  attorney  or 
unrepresented  party  is  certifying  that  to  the  best  of  the  person's 
knowledge,  information  and  belief,  formed  after  an  inquiry 
reasonable  under  the  circumstances,  — 

(1)  it  is  not  being  presented  for  any  improper  purpose,  such 
as  to  harass  or  to  cause  unnecessary  delay  or  needless  increase 
in  the  cost  of  litigation; 

(2)  the  claims,  defenses,  and  other  legal  contentions  therein 
are  warranted  by  existing  law  or  by  a  nonfrivolous  argument 
for  the  extension,  modification,  or  reversal  of  existing  law  or 
the  establishment  of  new  law; 

(3)  the  allegations  and  other  factual  contentions  have  evi- 
dentiary support  or,  if  specifically  so  identified,  are  likely  to 
have  evidentiary  support  after  a  reasonable  opportunity  for 
further  investigation  or  discovery;  and 

(4)  the  denials  of  factual  contentions  are  warranted  on  the 
evidence  or,  if  specifically  so  identified,  are  reasonably  based 
on  a  lack  of  information  or  belief. 

See  Fed.  R.  Civ.  R  ll(b)(1993). 

Section  10.18(b)(2)  tracks  the  language  of  Fed.  R.  Civ.  R 
ll(b)(1993)  to  avoid  confusion  as  to  what  certifications  a 
signature  entails.  The  advisory  committee  notes  to  Fed.  R.  Civ. 
R  11(b)  provide  further  information  on  the  "inquiry  reasonable 
under  the  circumstances"  requirement.  See  Amendments  to  the 
Federal  Rules  of  Civil  Procedure  at  50-53  (1993),  reprinted  in 
146  F.R.D.  401,  584-87.  The  "inquiry  reasonable  under  the 
circumstances"  requirement  of  §  10.18(b)(2)  is  identical  to  that 
in  Fed.  R.  Civ.  P.  11(b).  The  Federal  courts  have  stated  in 
regard  to  the  "reasonable  inquiry"  requirement  of  Fed.  R.  Civ. 
P  11:  I 

n  requiring  reasonable  inquiry  before  the  filing  of  any  pleading 
in  a  civil  case  in  federal  district  court.  Rule  11  demands  "an 
objective  determination  of  whether  a  sanctioned  party's  con- 
duct was  reasonable  under  the  circumstances."  In  effect  it 
imposes  a  negligence  standard,  for  negUgence  is  a  failure  to 
use  reasonable  care.  The  equation  between  negligence  and  the 
failure  to  conduct  a  reasonable  precomplaint  inquiry  is .  .  .  that 
"the  amount  of  investigation  required  by  Rule  1 1  depends  on 
both  the  time  available  to  investigate  and  on  the  probability 
that  more  investigation  will  turn  up  important  evidence;  the 
Rule  does  not  require  steps  that  are  not  cost-justified." 
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Hays  V.  Sony  Electronics,  847  F.2d  412,  418,  7  USPQ2d  1043, 
1048  (7th.  Cir.1988)  (citations  omitted)  (decided  prior  to  the 
1993  amendment  to  Fed.  R.  Civ.  P.  11,  but  discussing  a 
"reasonable  under  the  circumstances"  standard). 

Comment  105:  One  comment  opposed  the  change  in  §  1.4(d) 
to  import  the  verification  requirement  into  any  papers  signed 
and  submitted  to  the  OflBce.  on  the  basis  that  the  presence  of  a 
verification  actually  on  the  paper  signed  and  submitted  to  the 
Oflfice  would  cause  the  signer  to  carefully  consider  what  is 
being  signed  and  submitted  to  the  Office. 

Response:  A  separate  verification  requirement  for  certain 
papers  results  in  delays  during  the  examination  of  an  applica- 
tion when  such  verification  is  omitted.  The  OlBce  is  convinced 
that  people  are  inclined  to  either  not  make  false,  misleading  or 
inaccurate  statements  in  documents  they  sign,  or  are  not 
deterred  from  making  such  statements  by  the  presence  of  a 
verification  clause  in  the  document.  The  benefit  obtained  in  the 
rare  instance  in  which  a  person  otherwise  inclined  to  make  a 
false,  misleading  or  inaccurate  statement  is  persuaded  not  to  do 
so  by  averification  clause  simply  does  not  outweigh  the  benefit 
obtained  by  the  elimination  of  the  delay  that  results  from  the 
requirement  for  such  a  verification  clause. 

Comment  106:  One  comment  opposed  the  change  to  §  1.4(d) 
(now  §  10.18(b)(2))  on  the  basis  that  "reasonable  inquiry" 
requirement  therein  will  expose  a  practitioner  to  malpractice 
liability. 

Response:  Legal  malpractice  is  not  an  issue  of  Federal  patent 
(or  trademark)  law,  but  of  common  law  sounding  in  tort.  See 
Voight  V.  Kraft,  342  F  Supp  821,  822,  174  USPQ  294,295  (D. 
Idaho  1972).  Section  10.18(b)(2)  does  not  affect  the  duty  (or 
create  a  new  duty)  on  the  part  of  a  practitioner  to  his  or  her 
client  vis-a-vis  the  submission  of  papers  to  the  Office. 

The  party's  duties  under  §  10.18  are  not  to  one's  own  clients; 
it  is  to  the  public  in  general,  other  parties  before  the  Office  (the 
examination  of  whose  applications  are  delayed  while  the  Office 
is,  and  whose  fees  must  be  applied  to  the  cost  of,  responding 
to  frivolous  papers),  and  to  the  Office.  Cf.  Mars  Steel  Corp.  v. 
Continental  Bank,  880  F2d  928,  932  (7th.  Cir.1989)  (just  as 
tort  law  creates  duties  to  one's  client,  Fed.  R.  Civ.  P.  11  creates 
a  duty  to  one's  adversary,  other  litigants  in  the  courts' s  queue, 
and  the  court  itself);  Hays,  847  F2d  at  418,  7USPQ2d  at  1049 
(same). 

Comment  107:  One  comment  indicated  that  the  requirements 
in  §  1.4(d)(2)  (now  §  10.18(b)(2))  may  be  onerous  as  to 
persons  not  registered  to  practice  before  the  Office.  Another 
comment  opposed  this  change  on  the  basis  that  it  would  create 
new  issues  during  litigation,  in  that  few  non-lawyers  have 
enough  legal  knowledge  to  accurately  verify  that  the  docu- 
ments they  sign  are  consistent  with  the  law.  The  comment 
suggested  that  §  1.4(d)(2)  simply  be  amended  to  include  the 
verification  statement  from  §  1.68. 

Response:  There  is  no  reasonable  argument  as  to  why  the 
certification  for  papers  submitted  to  the  Office  should  be  any 
less  than  the  certification  required  under  Fed.  R.  Civ.  P.  11(b) 
for  papers  filed  in  the  Federal  courts.  The  Federal  Rules  of 
Civil  Procedure  do  not  permit  a  pro  se  litigant  to  avoid  the 
requirements  of  Fed.  R.  Civ.  P.  11(b)  ("By  presenting  ...  an 
attorney  or  unrepresented  party  is  certifying  .  .  .  ."  (emphasis 
added)).  It  is,  however,  appropriate  to  take  account  of  the 
special  circumstances  of  pro  se  applicants  in  determining 
whether  sanctions  under  §  10.18(c)  are  appropriate.  See 
advisory  committee  notes  to  Fed.  R.  Civ.  P.  11  (1983), 
reprinted  in  97  FR.D.  165,  198-99  (1983)  ("Although  the 
standard  is  the  same  for  unrepresented  parties,  who  are 
obhgated  themselves  to  sign  the  ,  the  court  has  sufficient 
discretion  to  take  account  of  the  special  circumstances  that 
often  arise  in  pro  se  situations"). 

The  Office  expects  that  pro  se  applicants  will  often  submit 
arguments  that  evidence  little,  if  any,  appreciation  of  the 
applicable  law  or  procedure.  The  Office  is  not  adopting  § 
1.4(d)(2)  and  §  10.18(b)  and  (c)  for  the  purpose  of  imposing, 
and  does  not  intend  to  impose,  sanctions  on  pro  se  applicants 
in  situations  in  which  they  simply  submit  arguments  lacking  an 
appreciation  of  the  applicable  law  or  procedure.  See  Finch  v. 
Hughes  Aircraft  Co.,  926  F.2d  1574,  1582,17  USPQ2d  1914, 
1921  (Fed.  Cir.  1991)  ("courts  are  particularly  cautious  about 


imposing  sanctions  on  a  pro  se  litigant,  whose  improper 
conduct  may  be  attributed  to  ignorance  of  the  law  and  proper 
procedures");  see  also  Hornback  v.  U.S.,  40  USPQ2d  1694, 
1697  (CI.  Ct.  1996)  {pro  se  without  legal  training  is  not  held  to 
the  same  standard  as  trained  counsel). 

Where,  however,  a  pro  se  applicant  engages  in  a  course  of 
conduct  that  any  reasonable  person  should  have  known  was 
improper,  and  which  causes  a  needless  and  inordinate  expen- 
diture of  Office  resources,  such  conduct  may  result  in  the 
imposition  of  sanctions  on  the  pro  se  applicant.  The  Federal 
courts  have  subjected  pro  se  litigants  to  sanctions  for:  (1) 
taking  or  persisting  in  actions  that  even  a  non-lawyer  should 
have  known  were  frivolous;  (2)  taking  or  persisting  in  actions 
that,  after  engaging  in  a  sufficient  course  of  litigation,  the  pro 
se  litigant  should  have  known  were  frivolous;  or  (3)  taking  or 
persisting  in  actions  after  having  been  warned  by  the  court  that 
such  actions  were  frivolous.  See  Constant  v.  U.S.,  929  F.2d 
654,658,  18  USPQ2d  1298,  1301  (Fed.  Cir.),  cert,  denied,  501 
U.S.  1206  (1991);  Finch,  926F2d  at  1582-83,  17  USPQ2d  at 
1921;  U.S.  ex  rel.  Taylor  v.  Times  Herald  Record,  22  USPQ2d 
1716,  1718  (S.D.N.Y.  1992),  aff'd,  990  R3d  623  (2d  Cir.  1993) 
(table). 

Comment  108:  One  comment  argued  that  the  change  to  § 
1 .4(d)  would  be  particularly  difficult  to  apply  in  the  context  of 
provisional  applications. 

Response:  The  patent  statute  and  rules  of  practice  do  not 
require  any  papers  other  than  a  disclosure  (with  or  without 
claims)  and  a  cover  sheet  for  a  provisional  application  (e.g.,  an 
applicant  need  and  should  not  submit  legal  arguments  or  other 
contentions  with  a  provisional  application).  Thus,  it  is  highly 
unlikely  that  the  filing  of  a  provisional  application  will  result  in 
a  violation  of  §  10.18(b). 

Comment  109:  One  comment  opposed  the  change  to  §  1.4(d) 
on  the  basis  that  it  was  not  clear  whether  a  practitioner  has  an 
obligation  in  the  case  of  a  submission  of  a  statement  off  acts  to 
inform  the  party  making  the  statement  (or  the  client)  of  this 
certification  effect,  and  the  sanctions  applicable  to  noncompli- 
ance. Another  comment  indicated  that  practitioners  will  now 
be  placed  under  the  obligation  of  questioning  their  clients  each 
time  they  are  given  information  or  instructions. 

Response:  The  submission  by  an  applicant  of  misleading  or 
inaccurate  statements  of  facts  during  the  prosecution  of  appli- 
cations for  patent  has  resulted  in  the  patents  issuing  on  such 
applications  being  held  unenforceable.  See,  e.g.,  Refac  Inter- 
national Ltd.  V.  Lotus  Development  Corp.,  81  F.3d  1576,  38 
USPQ2d  1665  (Fed.  Cir.  1996);  Paragon  Podiatry  Laboratory, 
Inc.  V.  KLM  Laboratories,  Inc.,  984  F2d  1182,  25  USPQ2d 
1561  (Fed.  Cir  1993);  Rohm  and  Haas  Corp.  v.  Crystal 
Chemical  Co.,  722  F.2d  1556,  200  USPQ  289  (Fed.  Cir.  1983), 
cert,  denied,  469  U.S.  851  (1984);  Ott  v.  Goodpasture,  40 
USPQ2d  1831  (D.N.  Tex.  1996);  Herman  v.  William  Brooks 
Shoe  Co.,  39  USPQ2d  1773  (S.D.  N.Y.  1996);  Golden  Valley 
Microwave  Food  Inc.  v.  Weaver  Popcorn  Co.,  837  F.  Supp. 
1444,  24USPQ2d  1801  (N.D.  Ind.  1992),  aff'd,  11  F3d  1072 
(Fed.  Cir.  1993)  (table),  cert,  denied,  511  U.S.  1128  (1994). 
Likewise,  false  statements  by  a  practitioner  in  a  paper  submit- 
ted to  the  Office  during  the  prosecution  of  an  application  for 
patent  has  resulted  in  the  patent  issuing  on  such  application 
also  being  held  unenforceable.  See  General  Electro  Music 
Corp.  V.  Samick  Music  Corp.,  19  F3d  1405,  30  USPQ2d  1149 
(Fed.  Cir.  1994)  (false  statement  in  a  petition  to  make  an 
application  special  constitutes  inequitable  conduct,  and  renders 
the  patent  issuing  on  such  application  unenforceable).  In 
addition,  the  failure  to  exercise  due  care  in  ascertaining  the 
accuracy  of  the  statements  in  a  certification  submitted  to  the 
Office  has  also  resulted  in  a  patent  being  held  invalid.  See  DH 
Technology,  937  F  Supp.  at  910;  40USPQ2d  at  1761. 

For  the  above-stated  reasons,  it  is  highly  advisable  for  a 
practitioner  to  advise  a  client  or  third  party  that  any  informa- 
tion so  provided  must  be  reliable  and  not  misleading,  regard- 
less of  this  amendment  to  §  1.4(d)(2)  and  §  10.18.  Neverthe- 
less, §  1.4(d)(2)  and  §  10.18  as  adopted  do  not  require  a 
practitioner  to  advise  the  client  (or  third  party)  providing 
information  of  this  certification  effect  (or  the  sanctions  appli- 
cable to  noncompliance),  or  question  the  client  (or  third  party) 
when  such  information  or  instructions  are  provided.  When  a 
practitioner  is  submitting  information  {e.g.,  a  statement  of  fact) 
from  the  applicant  or  a  third  party,  or  relying  in  arguments 
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upon  information  from  the  applicant  or  a  third  party,  the  Office 
will  consider  a  practitioner's  "inquiry  reasonable  under  the 
circumstances"  duty  under  §  10.18  met  so  long  as  the  practi- 
tioner has  no  knowledge  of  information  that  is  contrary  to  the 
information  provided  by  the  applicant  or  third  party  or  would 
otherwise  indicate  that  the  information  provided  by  the  appli- 
cant or  third  party  was  so  provided  for  the  purpose  of  a 
violation  of  §  10.18  (e.g.,  was  submitted  to  cause  unnecessary 
delay). 

An  applicant  has  no  duty  to  conduct  a  prior  art  search  as  a 
prerequisite  to  filing  an  appUcation  for  patent.  See  Nordberg, 
Inc.  V.  Telsmith,  Inc.,  82  F.3d  394,  397,  38  USPQ2d  1593, 
1595-96  (Fed.  Cir.  1996);  FMC  Corp.  v.  Hennessy  Indus.,  Inc., 
836  F2d  521,  526  n.6,  5  USPQ2d  1272,  1275-76  n.6  (Fed.  Cir. 
1987);  FMC  Corp.  v.  Manitowoc  Co.,  Inc.,  835  F2d  1411, 
1415,  5  USPQ2d  1112,  1115  (Fed.  Cir.  1987);  American  Hoist 
&  Derrick  Co  v.  Sowa  &  Sons,  Inc.,  725  F.2d  1350,  1362,  220 
USPQ  763,  772  (Fed.  Cir.),  cert,  denied,  469  U.S.  821,  224 
USPQ  520  (1984).  The  "inquiry  reasonable  under  the  circum- 
stances"requirement  of  §  10.18  does  not  create  any  new  duty 
on  the  part  of  an  applicant  for  patent  to  conduct  a  prior  art 
search.  See  MPEP  609;  cf.  Judin  v.  United  States,  110  F.3d 
780,  42  USPQ2d  1300  (Fed.  Cir  1997)  (the  failure  to  obtain 
and  examine  the  accused  infringing  device  prior  to  bringing  a 
civil  action  for  infringement  violates  the  1983  version  of  Fed. 
R.  Civ.  P.  11).  The  "inquiry  reasonable  under  the  circum- 
stances" requirement  of  §  10.18,  however,  will  require  an 
inquiry  into  the  underlying  facts  and  circumstances  when  a 
practitioner  provides  conclusive  statements  to  the  Office  {e.g., 
a  statement  that  the  entire  delay  in  filing  the  required  reply 
from  the  due  date  for  the  reply  until  the  fifing  of  a  grantable 
petition  pursuant  to  §  1.137(b)  was  unintentional). 

Section  10.23:  Section  10.23  is  amended  to  change  the  phrase 
"knowingly  signing"  to  "signing."  This  amendment  to  10.23  is 
for  consistency  with  §  10.18,  which  contains  no  "knowingly" 
provision  or  requirement. 

Review  Under  the  Paperwork  Reduction  Act  of  1995. 

This  Final  Rule  contains  information  collection  requirements 
which  are  subject  to  review  by  the  Office  of  Management  and 
Budget  (OMB)  under  the  Paperwork  Reduction  Act  of  1995 
(44  U.S.C.  3501  et  seq.).  The  principal  impact  of  this  Final 
Rule  is:  (1)  elimination  of  unnecessary  rules  of  practice;  (2) 
simpfification  or  elimination  of  certain  requirements  of  the 
rules  of  practice;  (3)  rearrangement  of  certain  rules  to  improve 
their  context;  and  (4)  clarification  of  the  requirements  of  the 
rules  of  practice. 

The  title,  description  and  respondent  description  of  each  of  the 
information  collections  are  shown  below  with  an  estimate  of 
each  of  the  annual  reporting  burdens.  The  collections  of 
information  in  this  Final  Rule  have  been  reviewed  and  ap- 
proved by  OMB  under  the  following  control  numbers:  0651- 
0016,  0651-0021,  0651-0022,  0651-0027,  0651-0031,  0651- 
0032,  0651-0033,  0651-0034,  0651-0035,  and  0651-0037. 
Included  in  each  estimate  is  the  time  for  reviewing  instruc- 
tions, gathering  and  maintaining  the  data  needed,  and  complet- 
ing and  reviewing  the  collection  of  information. 

Notwithstanding  any  other  provision  of  law,  no  person  is 
required  to  respond  to  nor  shall  a  person  be  subject  to  a  penalty 
for  failure  to  comply  with  a  collection  of  information  subject  to 
the  requirements  of  the  Paperwork  Reduction  Act  unless  that 
collection  of  information  displays  a  currently  valid  OMB 
control  number. 

OMB  Number:  0651-0016. 

Title:  Rules  for  Patent  Maintenance  Fees. 

Form  Numbers:  PTO/SB/45/46/47/65/66. 

Type  of  Review:  Approved  through  July  of  1999. 

Affected  Public:  Individuals  or  Households,  Business  or 
Other  For-Profit,  Not-for-Profit  Institutions  and  Federal  Gov- 
ernment. 

Estimated  Number  of  Respondents:  273,800. 

Estimated  Time  Per  Response:  0.08  hour. 

Estimated  Total  Annual  Burden  Hours:  22,640  hours. 

Needs  and  Uses:  Maintenance  fees  are  required  to  maintain 
a  patent,  except  for  design  or  plant  patents,  in  force  under  35 
U.S.C.  41(b).  Payment  of  maintenance  fees  are  required  at  3 
1/2,  7  1/2  and  1 1  1/2  years  after  the  grant  of  the  patent.  A  patent 


number  and  application  number  of  the  patent  on  which 
maintenance  fees  are  paid  are  required  in  order  to  ensure 
proper  crediting  of  such  payments. 

OMB  Number:  0651-0021. 

Title:  Patent  Cooperation  Treaty. 

Form  Numbers:  PCT/RO/101,  ANNEX/134/144, 
PTO-1382,  PCT/IPEA/401,  PCT/IB/328. 

Type  of  Review:  Approved  through  May  of  2000. 

Affected  Public:  Individuals  or  Households,  Business  or 
Other  For-Profit,  Federal  Agencies  or  Employees,  Not-for- 
Profit  Institutions,  Small  Businesses  or  Organizations. 

Estimated  Number  of  Respondents:  102,950. 

Estimated  Time  Per  Response:  0.9538  hour. 

Estimated  Total  Annual  Burden  Hours:  98,195  hours. 

Needs  and  Uses:  The  information  collected  is  required  by 
the  Patent  CooperationTreaty  (PCT).  The  general  purpose  of 
the  PCT  is  to  simplify  the  fifing  of  patent  applications  on  the 
same  invention  in  different  countries.  It  provides  for  a  central- 
ized filing  procedure  anda  standardized  appUcation  format. 

OMB  Number:  0651-0022. 

Title:  Deposit  of  Biological  Materials  for  Patent  Purposes. 

Form  Numbers:  None. 

Type  of  Review:  Approved  through  December  of  1997. 
Affected  Public:  Individuals  or  Households,  State  or  Local 
Governments,  Farms,  Business  or  Other  For-Profit,  Federal 
Agencies  or  Employees,  Not-for-Profit  Institutions,  Small 
Businesses  or  Organizations. 

Estimated  Number  of  Respondents:  3,325. 

Estimated  Time  Per  Response:  1.0  hour. 

Estimated  Total  Annual  Burden  Hours:  3,325  hours. 

Needs  and  Uses:  Information  on  depositing  of  biological 
materials  in  depositories  is  required  for  (1)  Office  determina- 
tion of  compliance  with  the  patent  statute  where  the  invention 
sought  to  be  patented  relies  on  biological  material  subject  to 
deposit  requirement,  which  includes  notifying  interested  mem- 
bers of  the  public  where  to  obtain  samples  of  deposits,  and  (2) 
depositories  desiring  to  be  recognized  as  suitable  by  the  Office. 

OMB  Number:  0651-0027. 

Title:  Changes  in  Patent  and  Trademark  Assigrmient  Prac- 
tices. 

Form  Numbers:  PTO-1618  and  PTO-1619,  PTO/SB/15/41. 

Type  of  Review:  Approved  through  September  of  1998. 
Affected  Pubfic:  Individuals  or  Households  and  Businesses  or 
Other  For-Profit. 

Estimated  Number  of  Respondents:  170,000. 

Estimated  Time  Per  Response:  0.57  hour. 

Estimated  Total  Annual  Burden  Hours:  97,000  hours. 

Needs  and  Uses:  The  Office  records  about  170,000  assign- 
ments or  documents  related  to  ownership  of  patent  and 
trademark  cases  each  year.  The  Office  requires  a  cover  sheet  to 
expedite  the  processing  of  these  documents  and  to  ensure  that 
they  are  properly  recorded. 

OMB  Number:  0651-0031. 

Title:  Patent  Processing  (Updating). 

Form  Numbers:  PTO/SB/08- 12/2 1-26/3 1/32/42/43/6 1-64/ 
67-69/91-93/96/97. 

Type  of  Review:  Approved  through  October  of  1999. 
Affected  Public:  Individuals  or  Households,  Business  or  Other 
For-Profit  Institutions,  Not-for-Profit  Institutions  and  Federal 
Government. 

Estimated  Number  of  Respondents:  1,690,690. 

Estimated  Time  Per  Response:  0.361  hours. 

Estimated  Total  Annual  Burden  Hours:  644,844  hours. 

Needs  and  Uses:  During  the  processing  for  an  application 
for  a  patent,  the  applicant/agent  may  be  required  or  desire  to 
submit  additional  information  to  the  Office  concerning  the 
examination  of  a  specific  appUcation.  The  specific  information 
required  or  which  may  be  submitted  includes:  Information 
Disclosure  Statements;  Terminal  Disclaimers;  Petitions  to 
Revive;  Express  Abandonments;  Appeal  Notices;  Small  Entity; 
Petitions  for  Access;  Powers  to  Inspect;  Certificates  of  Mail- 
ing; Certificates  under  §  3.73(b);  Amendments,  Petitions  and 
their  Transmittal  Letters;  and  Deposit  Account  Order  Forms. 

OMB  Number:  0651-0032. 

Title:  Initial  Patent  AppUcation. 

Form  Number:  PTO/SB/01-07/17-20/101-109. 

Type  of  Review:  Approved  through  September  of  1998. 
Affected  Public:  Individuals  or  Households,  Business  or  Other 
For-Profit,  Not-for-Profit  Institutions  and  Federal  Government. 
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Estimated  Number  of  Respondents:  243,100. 

Estimated  Time  Per  Response:  7.88  hours. 

Estimated  Total  Annual  Burden  Hours:  1,915,500  hours. 

Needs  and  Uses:  The  purpose  of  this  information  collection 
is  to  permit  the  Office  to  determine  whether  an  application 
meets  the  criteria  set  forth  in  the  patent  statute  and  regulations. 
The  standard  Fee  Transmittal  form.  New  Utility  Patent  Appli- 
cation Transmittalform.  New  Design  Patent  Application  Trans- 
mittal form.  New  Plant  Patent  Application  Transmittal  form. 
Plant  Color  Coding  Sheet,  Declaration,  and  Plant  Patent 
Application  Declaration  will  assist  applicants  in  complying 
with  the  requirements  of  the  patent  statute  and  regulations,  and 
will  further  assist  the  Office  in  processing  and  examination  of 
the  application. 

0MB  Number:  0651-0033. 

Title:  Post  Allowance  and  Refiling. 

Form  Numbers:  PTO/SB/13/14/44/50-57;  PTOL-85b. 

Type  of  Review:  Approved  through  June  of  1999.  Affected 
Public:  Individuals  or  Households,  Business  or  Other  For- 
Profit,  Not-for-Profit  Institutions  and  Federal  Government. 

Estimated  Number  of  Respondents:  135,190. 

Estimated  Time  Per  Response:  0.325  hour. 

Estimated  Total  Annual  Burden  Hours:  43,893  hours. 

Needs  and  Uses:  This  collection  of  information  is  required 
to  administer  the  patent  laws  pursuant  to  title  35,  U.S.C., 
concerning  the  issuance  of  patents  and  related  actions  includ- 
ing correcting  errors  in  printed  patents,  refiling  of  patent 
applications,  requesting  reexamination  of  a  patent,  and  re- 
questing a  reissue  patent  to  correct  an  error  in  a  patent.  The 
affected  public  includes  any  individual  or  institution  whose 
application  for  a  patent  has  been  allowed  or  who  takes  action 
as  covered  by  the  applicable  rules. 

OMB  Number:  0651-0034. 

Title:  Secrecy/License  to  Export. 

Form  Numbers:  None. 

Type  of  Review:  Approved  through  January  of  1998.  Af- 
fected Pubhc:  Individuals  or  Households,  Business  or  Other 
For-Profit.  Not-for-Profit  Institutions  and  Federal  Government. 

Estimated  Number  of  Respondents:  2,156. 

Estimated  Time  Per  Response:  0.5  hour. 

Estimated  Total  Annual  Burden  Hours:  1,129  hours. 

Needs  and  Uses:  In  the  interest  of  national  security,  patent 
laws  and  regulations  place  certain  limitations  on  the  disclosure 
of  information  contained  in  patents  and  patent  applications  and 
on  the  filing  of  applications  for  patent  in  foreign  countries. 

OMB  Number:  0651-0035. 

Title:  Address-Affecting  Provisions. 

Form  Numbers:  PTO/SB/82/83. 

Type  of  Review:  Approved  through  June  of  1999.  Affected 
Public:  Individuals  or  Households,  Business  or  Other  For- 
Profit,  Not-for-Profit  Institutions  and  Federal  Government. 

Estimated  Number  of  Respondents:  44,850. 

Estimated  Time  Per  Response:  0.2  hour. 

Estimated  Total  Annual  Burden  Hours:  8,970  hours. 

Needs  and  Uses:  Under  existing  law,  a  patent  applicant  or 
assignee  may  appoint,  revoke  or  change  a  representative  to  act 
in  a  representative  capacity.  Also,  an  appointed  representative 
may  withdraw  from  acting  in  a  representative  capacity.  This 
collection  includes  the  information  needed  to  ensure  that  Office 
correspondence  reaches  the  appropriate  individual. 

OMB  Number:  0651-0037. 

Title:  Provisional  Applications. 

Form  Numbers:  PTO/SB/16. 

Type  of  Review:  Approved  through  January  of  1998.  Af- 
fected Pubhc:  Individuals  or  Households,  Business  or  Other 
For-Profit,  Not-for-Profit  Institutions  and  Federal  Government. 

Estimated  Number  of  Respondents:  6,000. 

Estimated  Time  Per  Response:  0.2  hour. 

Estimated  Total  Annual  Burden  Hours:  1,200  hours. 

Needs  and  Uses:  The  information  included  on  the  provi- 
sional application  cover  sheet  is  needed  by  the  Office  to 
identify  the  submission  as  a  provisional  application  and  not 
some  other  kind  of  submission,  to  promptly  and  properly 
process  the  provisional  application,  to  prepare  the  provisional 
application  filing  receipt  which  is  sent  to  the  applicant,  and  to 
identify  those  provisional  applications  which  must  be  reviewed 
by  the  Office  for  foreign  filing  licenses. 


As  required  by  the  Paperwork  Reduction  Act  of  1995  (44 
U.S.C.  3507(d)),  the  Office  has  submitted  a  copy  of  this  Final 
Rule  to  OMB  for  its  review  of  these  information  collections. 
Interested  persons  are  requested  to  send  comments  regarding 
these  information  collections,  including  suggestions  for  reduc- 
ing this  burden,  to  the  Office  of  Information  and  Regulatory 
Affairs  of  OMB,  New  Executive  Office  Bldg.,  725  17th  St. 
NW,  rm.  10235,  Washington,  DC  20503,  Attn:  Desk  Officer  for 
the  Patent  and  Trademark  Office. 

Other  Considerations. 

This  Final  Rule  is  in  conformity  with  the  requirements  of  the 
Regulatory  Flexibility  Act  (5  U.S.C.  601  et  seq).  Executive 
Order  12612  (October  26,  1987),  and  the  Paperwork  Reduction 
Act  of  1995  (44  U.S.C.  3501  et  seq.).  It  has  been  determined 
that  this  rulemaking  is  not  significant  for  the  purposes  of 
Executive  Order  12866  (September  30,  1993). 

The  Assistant  General  Counsel  for  Legislation  and  Regulation 
of  the  Department  of  Commerce  has  certified  to  the  Chief 
Counsel  for  Advocacy,  Small  Business  Administration  that  this 
Final  Rule  would  not  have  a  significant  impact  on  a  substantial 
number  of  small  entities  (Regulatory  Flexibility  Act,  5  U.S.C. 
605(b)).  The  principal  impact  of  this  Final  Rule  is:  (1) 
elimination  of  unnecessary  rules  of  practice;  (2)  simplification 
or  elimination  of  certain  requirements  of  the  rules  of  practice; 

(3)  reanangement  of  certain  rules  to  improve  their  context;  and 

(4)  clarification  of  the  requirements  of  the  rules  of  practice. 

The  Office  has  determined  that  this  Final  Rule  has  no  Feder- 
alism implications  affecting  the  relationship  between  the  Na- 
tional Government  and  the  States  as  outlined  in  Executive 
Order  12612. 

List  of  Subjects 

37  CFR  Part  1 

Administrative  practice  and  procedure.  Courts,  Freedom  of 
Information,  Inventions  and  patents.  Reporting  and  record 
keeping  requirements.  Small  Businesses. 

37  CFR  Part  3 

Administrative  practice  and  procedure.  Inventions  and  patents, 

Reporting  and  record  keeping  requirements. 

37  CFR  Part  5 

Classified  information,  foreign  relations,  inventions  and  pat- 
ents. 

37  CFR  Part  7 

Administrative  practice  and  procedure.  Inventions  and  patents. 

Reporting  and  record  keeping  requirements. 

37  CFR  Part  10 

Administrative  practice  and  procedure,  Inventions  and  patents. 

Lawyers,  Reporting  and  record  keeping  requirements. 

For  the  reasons  set  forth  in  the  preamble.  37  CFR  Parts  1,3,5, 
7  and  10  are  amended  as  follows: 

PART  1  -  RULES  OF  PRACTICE  IN  PATENT  CASES 

1.  The  authority  citation  for  37  CFR  Part  1  continues  to  read  as 
follows: 

Authority:  35  U.S.C.  6,  unless  otherwise  noted.  2. 

Section  1.4  is  amended  by  revising  paragraph  (d)  and  by 
adding  paragraph  (g)  to  read  as  follows: 

§  1.4  Nature  of  correspondence  and  signature  require- 
ments. 

(d)(1)  Each  piece  of  correspondence,  except  as  provided  in 
paragraphs  (e)  and  (0  of  this  section,  filed  in  a  patent  or 
trademark  application,  reexamination  proceeding,  patent  or 
trademark  interference  proceeding,  patent  file  or  trademark 
registration  file,  trademark  opposition  proceeding,  trademark 
cancellation  proceeding,  or  trademark  concurrent  use  proceed- 
ing, which  requires  a  person's  signature,  must  either: 
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(i)  Be  an  original,  that  is,  have  an  original  signature 
personally  signed  in  permanent  ink  by  that  person;  or 

(ii)  Be  a  direct  or  indirect  copy,  such  as  a  photocopy  or 
facsimile  transmission(§  1.6(d)),  of  an  original.  In  the  event 
that  a  copy  of  the  original  is  filed,  the  original  should  be 
retained  as  evidence  of  authenticity.  If  a  question  of  authen- 
ticity arises,  the  Patent  and  Trademark  Office  may  require 
submission  of  the  original. 

(2)  The  presentation  to  the  Office  (whether  by  signing,  filing, 
submitting,  or  later  advocating)  of  any  paper  by  a  party, 
whether  a  practitioner  or  non-practitioner,  constitutes  a  certi- 
fication under  §  10.18(b)  of  this  chapter.  Violations  of  § 
10. 18(b)(2)  of  this  chapter  by  a  party,  whether  a  practitioner  or 
non-practitioner,  may  result  in  the  imposition  of  sanctions 
under  §  10.18(c)  of  this  chapter.  Any  practitioner  violating  § 
10.18(b)  may  also  be  subject  to  disciplinary  action.  See  § 
10.18(d)  and  10.23(c)(15). 

(g)  An  applicant  who  has  not  made  of  record  a  registered 
attorney  or  agent  may  be  required  to  state  whether  assistance 
was  received  in  the  preparation  or  prosecution  of  the  patent 
apphcation,  for  which  any  compensation  or  consideration  was 
given  or  charged,  and  if  so,  to  disclose  the  name  or  names  of 
the  person  or  persons  providing  such  assistance.  Assistance 
includes  the  preparation  for  the  applicant  of  the  specification 
and  amendments  or  other  papers  to  be  filed  in  the  Patent  and 
Trademark  Office,  as  well  as  other  assistance  in  such  matters, 
but  does  not  include  merely  making  drawings  by  draftsmen  or 
stenographic  services  in  typing  papers. 

3.  Section  1.6  is  amended  by  revising  paragraphs  (d)(3),  (d)(6), 
and  (e)  and  adding  paragraph  (f)  to  read  as  follows: 

§  1.6  Receipt  of  correspondence. 


(d) 


*  *  * 


(3)  Correspondence  which  cannot  receive  the  benefit  of  the 
certificate  of  mailing  or  transmission  as  specified  in  § 
1.8(a)(2)(i)(A)  through  (D)  and  (F),  §  1.8(a)(2)(ii)(A),  and  § 
1.8(a)(2)(iii)(A),  except  that  a  continued  prosecution  applica- 
tion under  §  1.53(d)  may  be  transmitted  to  the  Office  by 
facsimile; 


(6)  Correspondence  to  be  filed  in  a  patent  application  subject 
to  a  secrecy  order  under  5.1  through  5.5  of  this  chapter  and 
directly  related  to  the  secrecy  order  content  of  the  application; 

(e)  Interruptions  in  U.S.  Postal  Service.  If  interruptions  or 
emergencies  in  the  United  States  Postal  Service  which  have 
been  so  designated  by  the  Commissioner  occur,  the  Patent  and 
Trademark  Office  will  consider  as  filed  on  a  particular  date  in 
the  Office  any  correspondence  which  is: 

(1)  Promptly  filed  after  the  ending  of  the  designated  inter- 
ruption or  emergency;  and 

(2)  Accompanied  by  a  statement  indicating  that  such  corre- 
spondence would  have  been  filed  on  that  particular  date  if  it 
were  not  for  the  designated  interruption  or  emergency  in  the 
United  States  Postal  Service. 

(f)  Facsimile  transmission  of  a  patent  application  under  § 
1.53(d).  In  the  event  that  the  Office  has  no  evidence  of  receipt 
of  an  application  under  §  1.53(d)  (a  continued  prosecution 
application)  transmitted  to  the  Office  by  facsimile  transmis- 
sion, the  party  who  transmitted  the  application  under  §  1.53(d) 
may  petition  the  Commissioner  to  accord  the  application  under 
§  1.53(d)  a  filing  date  as  of  the  date  the  application  under  § 
1.53(d)  is  shown  to  have  been  transmitted  to  and  received  in 
the  Office, 

(1)  Provided  that  the  party  who  transmitted  such  apphcation 
under  §  1.53(d): 


(i)  Informs  the  Office  of  the  previous  transmission  of  the 
application  under  §  1.53(d)  promptly  after  becoming  aware 
that  the  Office  has  no  evidence  of  receipt  of  the  application 
under  §  1.53(d); 

(ii)  Supplies  an  additional  copy  of  the  previously  transmitted 
apphcation  under  §  1.53(d);  and 

(iii)  Includes  a  statement  which  attests  on  a  personal 
knowledge  basis  or  to  the  satisfaction  of  the  Commissioner  to 
the  previous  transmission  of  the  application  under  §  1.53(d) 
and  is  accompanied  by  a  copy  of  the  sending  unit's  report 
confirming  transmission  of  the  apphcation  under  §  1.53(d)  or 
evidence  that  came  into  being  after  the  complete  transmission 
and  within  one  business  day  of  the  complete  transmission  of 
the  application  under  §  1.53(d). 

(2)  The  Office  may  require  additional  evidence  to  determine 
if  the  application  under  §  1.53(d)  was  transmitted  to  and 
received  in  the  Office  on  the  date  in  question. 

4.  Section  1.8  is  amended  by  revising  paragraphs  (a)(2)(i)(A) 
and  (b)  to  read  as  follows: 

§  1.8  Certificate  of  mailing  or  transmission. 

(  Ck\     "^      *      * 


*    *    * 


(2) 
(i) 


(A)  The  filing  of  a  national  patent  apphcation  specification 
and  drawing  or  other  correspondence  for  the  purpose  of 
obtaining  an  application  filing  date,  including  a  request  for  a 
continued  prosecution  application  under  §  1.53(d); 

(b)  In  the  event  that  correspondence  is  considered  timely 
filed  by  being  mailed  or  transmitted  in  accordance  with 
paragraph  (a)  of  this  section,  but  not  received  in  the  Patent  and 
Trademark  Office,  and  the  application  is  held  to  be  abandoned 
or  the  proceeding  is  dismissed,  terminated,  or  decided  with 
prejudice,  the  correspondence  will  be  considered  timely  if  the 
party  who  forwarded  such  correspondence: 

(1)  Informs  the  Office  of  the  previous  maiUng  or  transmis- 
sion of  the  correspondence  promptly  after  becoming  aware  that 
the  Office  has  no  evidence  of  receipt  of  the  correspondence; 

(2)  Supplies  an  additional  copy  of  the  previously  mailed  or 
transmitted  correspondence  and  certificate;  and 

(3)  Includes  a  statement  which  attests  on  a  personal  knowl- 
edge basis  or  to  the  satisfaction  of  the  Commissioner  to  the 
previous  timely  mailing  or  transmission.  If  the  correspondence 
was  sent  by  facsimile  transmission,  a  copy  of  the  sending 
unit's  report  confirming  transmission  may  be  used  to  support 
this  statement. 

5.  Section  §  1.9  is  amended  by  revising  paragraphs  (d)  and  (f) 
to  read  as  follows: 

§  1.9  Definitions. 

(d)  A  small  business  concern  as  used  in  this  chapter  means 
any  business  concern  meeting  the  size  standards  set  forth  in  13 
CFR  Part  121  to  be  eligible  for  reduced  patent  fees.  Questions 
related  to  size  standards  for  a  small  business  concern  may  be 
directed  to:  Small  Business  Administration,  Size  Standards 
Staff,  409  Third  Street,  SW,  Washington,  DC  20416. 

(f)  A  small  entity  as  used  in  this  chapter  means  an  indepen- 
dent inventor,  a  small  business  concern,  or  a  non-profit 
organization  eligible  for  reduced  patent  fees. 
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6.  Section  1.10  is  amended  by  revising  paragraphs  (d)  and  (e) 
to  read  as  follows: 

§  1.10  Filing  of  correspondence  by  "Express  Mail." 

:(c    4:    ^(:     4:     >^ 

(d)  Any  person  filing  correspondence  under  this  section  that 
was  received  by  the  Office  and  delivered  by  the  "Express  Mail 
Post  Office  to  Addressee"  service  of  the  USPS,  who  can  show 
that  the  "date-in"  on  the  "Express  Mail"  mailing  label  or  other 
official  notation  entered  by  the  USPS  was  incorrectly  entered 
or  omitted  by  the  USPS,  may  petition  the  Commissioner  to 
accord  the  correspondence  a  filing  date  as  of  the  date  the 
correspondence  is  shown  to  have  been  deposited  with  the 
USPS,  provided  that: 

(1)  The  petition  is  filed  promptly  after  the  person  becomes 
aware  that  the  Office  has  accorded,  or  will  accord,  a  filing  date 
based  upon  an  incorrect  entry  by  the  USPS; 

(2)  The  number  of  the  "Express  Mail"  mailing  label  was 
placed  on  the  paper(s)  orfee(s)  that  constitute  the  correspon- 
dence prior  to  the  original  mailing  by  "Express  Mail";  and 

(3)  The  petition  includes  a  showing  which  establishes,  to  the 
satisfaction  of  the  Commissioner,  that  the  requested  filing  date 
was  the  date  the  correspondence  was  deposited  in  the  "Express 
Mail  Post  Office  to  Addressee"  service  prior  to  the  last 
scheduled  pickup  for  that  day.  Any  showing  pursuant  to  this 
paragraph  must  be  corroborated  by  evidence  from  the  USPS  or 
that  came  into  being  after  deposit  and  within  one  business  day 
of  the  deposit  of  the  correspondence  in  the  "Express  Mail  Post 
Office  to  Addressee"  service  of  the  USPS. 

(e)  Any  person  mailing  correspondence  addressed  as  set  out 
in  §  1.1(a)  to  the  Office  with  sufficient  postage  utilizing  the 
"Express  Mail  Post  Office  to  Addressee"  service  of  the  USPS 
but  not  received  by  the  Office,  may  petition  the  Commissioner 
to  consider  such  correspondence  filed  in  the  Office  on  the 
USPS  deposit  date,  provided  that: 

(1)  The  petition  is  filed  promptly  after  the  person  becomes 
aware  that  the  Office  has  no  evidence  of  receipt  of  the 
correspondence; 

(2)  The  number  of  the  "Express  Mail"  mailing  label  was 
placed  on  the  paper(s)  or  fee(s)  that  constitute  the  correspon- 
dence prior  to  the  original  mailing  by  "Express  Mail"; 

(3)  The  petition  includes  a  copy  of  the  originally  deposited 
paper(s)  or  fee(s)  that  constitute  the  correspondence  showing 
the  number  of  the  "Express  Mail"  mailing  label  thereon,  a  copy 
of  any  returned  postcard  receipt,  a  copy  of  the  "Express  Mail" 
mailing  label  showing  the  "date-in,"  a  copy  of  any  other 
official  notation  by  the  USPS  relied  upon  to  show  the  date  of 
deposit,  and,  if  the  requested  filing  date  is  a  date  other  than  the 
"date-in"  on  the  "Express  Mail"  mailing  label  or  other  official 
notation  entered  by  the  USPS,  a  showing  pursuant  to  paragraph 
(d)(3)  of  this  section  that  the  requested  filing  date  was  the  date 
the  correspondence  was  deposited  in  the  "Express  Mail  Post 
Office  to  Addressee"  service  prior  to  the  last  scheduled  pickup 
for  that  day;  and 

(4)  The  petition  includes  a  statement  which  establishes,  to  the 
satisfaction  of  the  Commissioner,  the  original  deposit  of  the 
correspondence  and  that  the  copies  of  the  correspondence,  the 
copy  of  the  "Express  Mail"  mailing  label,  the  copy  of  any 
returned  postcard  receipt,  and  any  official  notation  entered  by 
the  USPS  are  true  copies  of  the  originally  mailed  correspon- 
dence, original  "Express  Mail"  mailing  label,  returned  post- 
card receipt,  and  official  notation  entered  by  the  USPS. 

***** 


7.  Section  1.11  is  amended  by  revising  paragraph  (b)  to  read  as 
follows: 

§  1.11  Files  open  to  the  public. 

*    *    *    *    >|c 


(b)  All  reissue  applications,  all  applications  in  which  the 
Office  has  accepted  a  request  to  open  the  complete  application 
to  inspection  by  the  public,  and  related  papers  in  the  applica- 
tion file,  are  open  to  inspection  by  the  public,  and  copies  may 
be  furnished  upon  paying  the  fee  therefor.  The  filing  of  reissue 
applications,  other  than  continued  prosecution  applications 
under  §  1.53(d)  of  reissue  applications,  will  be  announced  in 
the  Official  Gazette.  The  announcement  shall  include  at  least 
the  filing  date,  reissue  application  and  original  patent  numbers, 
title,  class  and  subclass,  name  of  the  inventor,  name  of  the 
owner  of  record,  name  of  the  attorney  or  agent  of  record,  and 
examining  group  to  which  the  reissue  application  is  assigned. 
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8.  Section  1.14  is  amended  by  revising  paragraph  (a)  and 
adding  a  new  paragraph  (f)  to  read  as  follows: 

§  1.14  Patent  applications  preserved  in  confidence. 

(a)  Patent  applications  are  generally  preserved  in  confidence 
pursuant  to  35  U.S.C.  122.  No  information  will  be  given 
concerning  the  filing,  pendency,  or  subject  matter  of  any 
application  for  patent,  and  no  access  will  be  given  to,  or  copies 
furnished  of,  any  applicationor  papers  relating  thereto,  except 
as  set  forth  in  this  section. 

(1)  Status  information  includes  information  such  as  whether 
the  application  is  pending,  abandoned,  or  patented,  as  well  as 
the  application  number  and  filing  date  (or  international  filing 
date  or  date  of  entry  into  the  national  stage). 

(i)  Status  information  concerning  an  application  may  be 
supplied: 

(A)  When  copies  of,  or  access  to,  the  application  may  be 
provided  pursuant  to  paragraph  (a)(3)  of  this  section; 

(B)  When  the  application  is  identified  by  application  number 
or  serial  number  and  filing  date  in  a  published  patent  document 
or  in  a  U.S.  application  open  to  public  inspection;  or 

(C)  When  the  application  is  the  national  stage  of  an 
international  application  in  which  the  United  States  of  America 
has  been  indicated  as  a  Designated  State. 

(ii)  Status  information  concerning  an  application  may  also 
be  supplied  when  the  application  claims  the  benefit  of  the  filing 
date  of  an  application  for  which  status  information  may  be 
provided  pursuant  to  paragraph  (a)(l)(i)  of  this  section. 

(2)  Copies  of  an  application-as-filed  may  be  provided  to  any 
person,  upon  written  request  accompanied  by  the  fee  set  forth 
in  §  1.19(b)(1),  without  notice  to  the  applicant,  if  the  applica- 
tion is  incorporated  by  reference  in  a  U.S.  patent. 

(3)  Copies  of  (upon  payment  of  the  fee  set  forth  in  § 
1.19(b)(2)),  and  access  to,  an  application  file  wrapper  and 
contents  may  be  provided  to  any  person,  upon  written  request, 
without  notice  to  the  applicant,  when  the  application  file  is 
available  and: 

(i)  It  has  been  determined  by  the  Commissioner  to  be 
necessary  for  the  proper  conduct  of  business  before  the  Office 
or  warranted  by  other  special  circumstances; 

(ii)  The  application  is  open  to  the  public  as  provided  in 
§  1.11(b); 

(iii)  Written  authority  in  that  application  from  the  applicant, 
the  assignee  of  the  application,  or  the  attorney  or  agent  of 
record  has  been  granted;  or 

(iv)  The  application  is  abandoned,  but  not  if  the  application 
is  in  the  file  jacket  of  a  pending  application  under  §  1.53(d), 
and  is: 

(A)  Referred  to  in  a  U.S.  patent; 

(B)  Referred  to  in  a  U.S.  application  open  to  public 
inspection; 

(C)  An  application  which  claims  the  benefit  of  the  filing  date 
of  a  U.S.  application  open  to  public  inspection;  or 
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(D)  An  application  in  which  the  applicant  has  filed  an 
authorization  to  lay  open  the  complete  application  to  the 
public. 

^     ^     iii    H^    :^ 

(f)  Information  as  to  the  filing  of  an  application  will  be 
pubUshed  in  the  Ofl&cial  Gazette  in  accordance  with  §  1.47(a) 
and  (b). 

9.  Section  1.16  is  amended  by  revising  paragraphs  (d)  and  (1) 
and  adding  new  paragraphs  (m)  and  (n)  to  read  as  follows: 

§  1.16  National  application  filing  fees 

:(:    :(;    H^    H=    H^ 

(d)  In  addition  to  the  basic  filing  fee  in  an  original 
application,  except  provisional  applications,  if  the  application 
contains,  or  is  amended  to  contain,  a  multiple  dependent 
claim(s),  per  application: 

By  a  small  entity  (§  1.9(f)) 135.00 

By  other  than  a  small  entity 270.00 

(1)  Surcharge  for  filing  the  basic  filing  fee  or  cover  sheet 
(§  1.51(c)(1))  on  a  date  later  than  the  filing  date  of  the 
provisional  application: 

By  a  small  entity  (§  1.9(f)) 25.00 

By  other  than  a  small  entity 50.00 

(m)  If  the  additional  fees  required  by  paragraphs  (b),  (c),  (d), 
(i)  and  (j)  of  this  section  are  not  paid  on  filing  or  on  later 
presentation  of  the  claims  for  which  the  additional  fees  are  due, 
they  must  be  paid  or  the  claims  must  be  cancelled  by 
amendment,  prior  to  the  expiration  of  the  time  period  set  for 
reply  by  the  Office  in  any  notice  of  fee  deficiency. 

(n)  See  §  1.445,  §  1.482,  and  §  1.495  for  international 
application  filing  and  processing  fees. 

10.  Section  1.17  is  amended  by  removing  and  reserving 
paragraphs  (e)  through  (g)  and  revising  paragraphs  (a)  through 
(d),  (h),  (i)  and  (q)  to  read  as  follows: 

§  1.17  Patent  application  processing  fees. 

(a)  Extension  fees  pursuant  to  §  1.136(a): 

(1)  For  reply  within  first  month: 

By  a  small  entity  (§  1.9(f)) $55.00 

By  other  than  a  small  entity 110.00 

(2)  For  reply  within  second  month: 

By  a  small  entity  (§  1.9(f))  200.00 

By  other  than  a  small  entity  400.00 

(3)  For  reply  within  third  month: 

By  a  small  entity  (§  1.9(f)) 475.00 

By  other  than  a  small  entity 950.00 

(4)  For  reply  within  fourth  month: 

By  a  small  entity  (§  1.9(f)) 755.00 

By  other  than  a  small  entity  1,510.00 

(5)  For  reply  within  fifth  month: 

By  a  small  entity  (§  1.9(f)) 1,030.00 

By  other  than  a  small  entity 2,060.00 

(b)  For  filing  a  notice  of  appeal  from  the  examiner  to  the 
Board      of  Patent  Appeals  and  Interferences: 

By  a  small  entity  (§  1.9(f)) 155.00 

By  other  than  a  small  entity 310.00 

(c)  In  addition  to  the  fee  for  filing  a  notice  of  appeal,  for 
filing      a  brief  in  support  of  an  appeal: 

By  a  small  entity  (§  1.9(f)) 155.00 

By  other  than  a  small  entity  310.00 

(d)  For  filing  a  request  for  an  oral  hearing  before  the  Board 
of  Patent  Appeals  and  Interferences  in  an  appeal  under  35 
U.S.C.  134: 
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By  a  small  entity  (§  1.9(f)) 135.00 

By  other  than  a  small  entity  270.00 

(e)  [Reser\'ed] 

(f)  [Reserved] 

(g)  [Reserved] 

(h)  For  filing  a  petition  to  the  Commissioner  under  a  section 
listed  below  which  refers  to  this  paragraph  130.00 

§  1.182  -  for  decision  on  a  question  not  specifically  provided 
for. 

§  1.183  -  to  suspend  the  rules. 

§  1.295  -  for  review  of  refusal  to  publish  a  statutory  invention 
registration. 

§  1.377  -  for  review  of  decision  refusing  to  accept  and  record 
payment  of  a  maintenance  fee  filed  prior  to  expiration  of  a 
patent. 

§  1.378(e)  -  for  reconsideration  of  decision  on  petition  refusing 
to  accept  delayed  payment  of  maintenance  fee  in  an  expired 
patent. 

§  1.644(e)  -  for  petition  in  an  interference. 

§  1.644(f)  -  for  request  for  reconsideration  of  a  decision  on 
petition  in  an  interference. 

§  1.666(c)  -  for  late  filing  of  interference  settlement  agreement. 

§  5.12  -  for  expedited  handling  of  a  foreign  filing  license. 

§  5.15  -  for  changing  the  scope  of  a  license. 

§  5.25  -  for  retroactive  license. 

(i)  For  filing  a  petition  to  the  Commissioner  under  a  section 
listed  below  which  refers  to  this  paragraph 130.00 

§  1.12  -  for  access  to  an  assignment  record. 

§  1.14  -  for  access  to  an  application. 

§  1.41  -  to  supply  the  name  or  names  of  the  inventor  or 
inventors  after  the  filing  date  without  an  oath  or  declaration  as 
prescribed  by  §  1.63,  except  in  provisional  applications.  §  1.47 
-  for  filing  by  other  than  all  the  inventors  or  a  person  not  the 
inventor. 

§  1 .48  -  for  correction  of  inventorship,  except  in  provisional 
applications. 

§  1.53  -  to  accord  a  filing  date,  except  in  provisional  applica- 
tions. 

§  1.55  -  for  entry  of  late  priority  papers. 

§  1.59  -  for  expungement  and  return  of  information. 

§  1.84  -  for  accepting  color  drawings  or  photographs. 

§  1.91  -  for  entry  of  a  model  or  exhibit. 

§  1.97(d)  -  to  consider  an  information  disclosure  statement. 

§  1.102  -  to  make  an  application  special. 

§  1.103  -  to  suspend  action  in  application. 

§  1.177  -  for  divisional  reissues  to  issue  separately. 

§  1.312  -  for  amendment  after  payment  of  issue  fee. 

§  1.313  -  to  withdraw  an  application  from  issue. 

§  1.314  -  to  defer  issuance  of  a  patent. 

§  1.666(b)  -  for  access  to  an  interference  settlement  agreement. 
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§  3.81  -  for  a  patent  to  issue  to  assignee,  assignment  submitted 
after  payment  of  the  issue  fee. 

***** 

(q)  For  filing  a  petition  to  the  Commissioner  under  a  section 
listed  below  which  refers  to  this  paragraph 50.00 

§  1.41  -  to  supply  the  names  or  names  of  the  inventor  or 
inventors  after  the  filing  date  without  a  cover  sheet  as 
prescribed  by  §  1.51(c)(1)  in  a  provisional  application. 

§  1.48  -  for  correction  of  inventorship  in  a  provisional 
apphcation. 

§  1.53  -  to  accord  a  provisional  application  a  filing  date  or  to 
convert  a  nonprovisional  application  filed  under  §  1.53(b)  to  a 
provisional  application  under  §  1.53(c). 

:ff    :}c    4:    4^    ^ 

11.  Section  1.21  is  amended  by  revising  paragraphs  (1)  and  (n) 
to  read  as  follows: 

§  1.21  Miscellaneous  fees  and  charges. 

(1)  For  processing  and  retaining  any  application  abandoned 
pursuant  to  §  1.53(f),  unless  the  required  basic  filing  fee  (§ 
1.16)  has  been  paid 130.00 

***** 

(n)  For  handling  an  application  in  which  proceedings  are 
terminated  pursuant  to  §  1.53(e) 130.00 

12.  Section  §  1.26  is  amended  by  revising  paragraph  (a)  to  read 
as  follows: 

§  1.26  Refunds. 

(a)  Any  fee  paid  by  actual  mistake  or  in  excess  of  that 
required  will  be  refunded,  but  a  mere  change  of  purpose  after 
the  payment  of  money,  as  when  a  party  desires  to  withdraw  an 
application,  an  appeal,  or  a  request  for  oral  hearing,  will  not 
entitle  a  party  to  demand  such  a  return.  Amounts  of  twenty-five 
dollars  or  less  will  not  be  returned  unless  specifically  requested 
within  a  reasonable  time,  nor  will  the  payer  be  notified  of  such 
amounts;  amounts  over  twenty-five  dollars  may  be  returned  by 
check  or,  if  requested,  by  credit  to  a  deposit  account. 

13.  Section  §  1.27  is  revised  to  read  as  follows: 
§  1.27  Statement  of  status  as  small  entity. 

(a)  Any  person  seeking  to  establish  status  as  a  small  entity 
(§  1.9(f)  of  this  part)  for  purposes  of  paying  fees  in  an 
application  or  a  patent  must  file  a  statement  in  the  application 
or  patent  prior  to  or  with  the  first  fee  paid  as  a  small  entity. 
Such  a  statement  need  only  be  filed  once  in  an  application  or 
patent  and  remains  in  effect  until  changed. 

(b)  When  establishing  status  as  a  small  entity  pursuant  to 
paragraph  (a)  of  this  section,  any  statement  filed  on  behalf  of 
an  independent  inventor  must  be  signed  by  the  independent 
inventor  except  as  provided  in  §  1.42,  §  1.43,  or  §  1.47  of  this 
part  and  must  state  that  the  inventor  qualifies  as  an  independent 
inventor  in  accordance  with  §  1.9(c)  of  this  part.  Wher2  there 
are  joint  inventors  in  an  application,  each  inventor  must  file  a 
statement  establishing  status  as  an  independent  inventor  in 
order  to  qualify  as  a  small  entity.  Where  any  rights  have  been 
assigned,  granted,  conveyed,  or  licensed,  or  there  is  an 
obligation  to  assign,  grant,  convey,  or  license,  any  rights  lo  a 
small  business  concern,  a  nonprofit  organization,  or  any  other 
individual,  a  statement  must  be  filed  by  the  individual,  the 
owner  of  the  small  business  concern,  or  an  official  of  the  small 
business  concern  or  nonprofit  organization  empowered  to  act 
on  behalf  of  the  small  business  concern  or  nonprofit  organiza- 
tion identifying  their  status.  For  purposes  of  a  statement  under 


this  paragraph,  a  license  to  a  Federal  agency  resulting  from  a 
funding  agreement  with  that  agency  pursuant  to  35  U.S.C. 
202(c)(4)  does  not  constitute  a  license  as  set  forth  in  §  1.9  of 
this  part. 

(c)(1)  Any  statement  filed  pursuant  to  paragraph  (a)  of  this 
section  on  behalf  of  a  small  business  concern  must: 

(i)  Be  signed  by  the  owner  or  an  official  of  the  small 
business  concern  empowered  to  act  on  behalf  of  the  concern; 

(ii)  State  that  the  concern  qualifies  as  a  small  business 
concern  as  defined  in  §  1.9(d);  and 

(iii)  State  that  the  exclusive  rights  to  the  invention  have  been 
conveyed  to  and  remain  with  the  small  business  concern  or,  if 
the  rights  are  not  exclusive,  that  all  other  rights  belong  to  small 
entities  as  defined  in  §  1.9. 

(2)  Where  the  rights  of  the  small  business  concern  as  a  small 
entity  are  not  exclusive,  a  statement  must  also  be  filed  by  the 
other  small  entities  having  rights  stating  their  status  as  such. 
For  purposes  of  a  statement  under  this  paragraph,  a  license  to 
a  Federal  agency  resulting  from  a  funding  agreement  with  that 
agency  pursuant  to  35  U.S.C.  202(c)(4)  does  not  constitute  a 
license  as  set  forth  in  §  1.9  of  this  part. 

(d)(  1 )  Any  statement  filed  pursuant  to  paragraph  (a)  of  this 
section  on  behalf  of  a  nonprofit  organization  must: 

(i)  Be  signed  by  an  official  of  the  nonprofit  organization 
empowered  to  act  on  behalf  of  the  organization; 

(ii)  State  that  the  organization  qualifies  as  a  nonprofit 
organization  as  defined  in  §  1 .9(e)  of  this  part  specifying  under 
which  one  of  §  1.9(e)(1),  (2),  (3),  or  (4)  of  this  part  the 
organization  qualifies;  and 

(iii)  State  that  exclusive  rights  to  the  invention  have  been 
conveyed  to  and  remain  with  the  organization  or  if  the  rights 
are  not  exclusive  that  all  other  rights  belong  to  small  entities  as 
defined  in  §  1.9  of  this  part. 

(2)  Where  the  rights  of  the  nonprofit  organization  as  a  small 
entity  are  not  exclusive,  a  statement  must  also  be  filed  by  the 
other  small  entities  having  rights  stating  their  status  as  such. 
For  purposes  of  a  statement  under  this  paragraph,  a  license  to 
a  Federal  agency  pursuant  to  35  U.S.C.  202(c)(4)  does  not 
constitute  a  conveyance  of  rights  as  set  forth  in  this  paragraph. 

14.  Section  §  1.28  is  amended  by  revising  paragraphs  (a)  and 
(c)  to  read  as  follows: 

§  1.28  Effect  on  fees  of  failure  to  establish  status,  or  change 
status,  as  a  small  entity. 

(a)(1)  The  failure  to  establish  status  as  a  small  entity  (§ 
1.9(f)  and  §  1.27  of  this  part)  in  any  application  or  patent  prior 
to  paying,  or  at  the  time  of  paying,  any  fee  precludes  payment 
of  the  fee  in  the  amount  established  for  small  entities.  A  refund 
pursuant  to  §  1  26  of  this  part,  based  on  establishment  of  small 
entity  status,  of  a  portion  of  fees  timely  paid  infuU  prior  to 
establishing  status  as  a  small  entity  may  only  be  obtained  if  a 
statement  under  §  1.27  and  a  request  for  a  refund  of  the  excess 
amount  are  filed  within  two  months  of  the  date  of  the  timely 
payment  of  the  full  fee.  The  two-month  time  period  is  not 
extendable  under  §  1.136.  Status  as  a  small  entity  is  waived  for 
any  fee  by  the  failure  to  establish  the  status  prior  to  paying,  at 
the  time  of  paying,  or  within  two  months  of  the  date  of 
payment  of,  the  fee. 

(2)  Status  as  a  small  entity  must  be  specifically  established 
in  each  application  or  patent  in  which  the  status  is  available 
and  desired.  Status  as  a  small  entity  in  one  application  or  patent 
does  not  affect  any  other  application  or  patent,  including 
applications  or  patents  which  are  directly  or  indirectly  depen- 
dent upon  the  application  or  patent  in  which  the  status  has  been 
established.  The  refiling  of  an  application  under  §  1.53  as  a 
continuation,  division,  or  continuation-in-part  (including  a 
continued  prosecution  application  under  §  1.53(d)),  or  the 
filing  of  a  reissue  application  requires  a  new  determination  as 
to  continued  entitlement  to  small  entity  status  for  the  continu- 
ing or  reissue  application.  A  nonprovisional  application  claim- 
mg  benefit  under  35  U.S.C.  119(e),  120,  121,  or  365(c)  of  a 
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prior  application,  or  a  reissue  application  may  rely  on  a 
statement  filed  in  the  prior  application  or  in  the  patent  if  the 
nonprovisional  application  or  the  reissue  application  includes  a 
reference  to  the  statement  in  the  prior  application  or  in  the 
patent  or  includes  a  copy  of  the  statement  in  the  prior 
application  or  in  the  patent  and  status  as  a  small  entity  is  still 
proper  and  desired.  The  payment  of  the  small  entity  basic 
statutory  filing  fee  will  be  treated  as  such  a  reference  for 
purposes  of  this  section. 

(3)  Once  status  as  a  small  entity  has  been  established  in  an 
application  or  patent,  the  status  remains  in  that  application  or 
patent  without  the  filing  of  a  further  statement  pursuant  to  § 
1.27  of  this  part  unless  the  Office  is  notified  of  a  change  in 
status. 

(c)  If  status  as  a  small  entity  is  established  in  good  faith,  and 
fees  as  a  small  entity  are  paid  in  good  faith,  in  any  application 
or  patent,  and  it  is  later  discovered  that  such  status  as  a  small 
entity  was  established  in  error  or  that  through  error  the  Office 
was  not  notified  of  a  change  in  status  as  required  by  paragraph 
(b)  of  this  section,  the  error  will  be  excused  upon  payment  of 
the  deficiency  between  the  amount  paid  and  the  amount  due. 
The  deficiency  is  based  on  the  amount  of  the  fee,  for  other  than 
a  small  entity,  in  effect  at  the  time  the  deficiency  is  paid  in  full. 

15.  Section  §  1.33  is  amended  by  revising  paragraphs  (a)  and 
(b)  to  read  as  follows: 

§  1.33  Correspondence  address  respecting  patent  applica- 
tions, reexamination  proceedings,  and  other  proceedings. 

(a)  The  applicant,  the  assignee(s)  of  the  entire  interest  (see 
§  3.71  and  §  3.73)  or  an  attorney  or  agent  of  record  (see  § 
1.34(b))  may  specify  a  correspondence  address  to  which 
communications  about  the  application  are  to  be  directed.  All 
notices,  official  letters,  and  other  communications  in  the 
application  will  be  directed  to  the  correspondence  address  or, 
if  no  such  correspondence  address  is  specified,  to  an  attorney 
or  agent  of  record  (see  §  1.34(b)),  or,  if  no  attorney  or  agent  is 
of  record,  to  the  applicant,  so  long  as  a  post  office  address  has 
been  furnished  in  the  application.  Double  correspondence  with 
an  applicant  and  an  attorney  or  agent,  or  with  more  than  one 
attorney  or  agent,  will  not  be  undertaken.  If  more  than  one 
attorney  or  agent  is  made  of  record  and  a  correspondence 
address  has  not  been  specified,  correspondence  will  be  held 
with  the  one  last  made  of  record. 

(b)  Amendments  and  other  papers  filed  in  the  appUcation 
must  be  signed  by: 

( 1 )  An  attorney  or  agent  of  record  appointed  in  compliance 
with  §  1.34(b); 

(2)  A  registered  attorney  or  agent  not  of  record  who  acts  in 
a  representative  capacity  under  the  provisions  of  §  1.34(a); 

(3)  The  assignee  of  record  of  the  entire  interest,  if  there  is  an 
assignee  of  record  of  the  entire  interest; 

(4)  An  assignee  of  record  of  an  undivided  part  interest,  and 
any  assignee(s)  of  the  remaining  interest  and  any  applicant 
retaining  an  interest,  if  there  is  an  assignee  of  record  of  an 
undivided  part  interest;  or 

(5)  All  of  the  applicants  (§  1.42,  §  1.43  and  §  1.47)  for 
patent,  unless  there  is  an  assignee  of  record  of  the  entire 
interest  and  such  assignee  has  taken  action  in  the  application  in 
accordance  with  §  3.71  and  §  3.73. 

16.  Section  1.41  is  amended  by  revising  paragraph  (a)  to  read 
as  foUows: 

§  1.41  Applicant  for  patent. 

(a)  A  patent  is  applied  for  in  the  name  or  names  of  the  actual 
inventor  or  inventors. 


(1)  The  inventorship  of  a  nonprovisional  appUcation  is  that 
inventorship  set  forth  in  the  oath  or  declaration  as  prescribed 
by  §  1.63,  except  as  provided  for  in  §  1.53(d)(4)  and  §  1.63(d). 
If  an  oath  or  declaration  as  prescribed  by  §  1.63  is  not  filed 
during  the  pendency  of  a  nonprovisional  application,  the 
inventorship  is  that  inventorship  set  forth  in  the  application 
papers  filed  pursuant  to  §  1.53(b),  unless  a  petition  under  this 
paragraph  accompanied  by  the  fee  set  forth  in  §  1.17(i)  is  filed 
supplying  or  changing  the  name  or  names  of  the  inventor  or 
inventors. 

(2)  The  inventorship  of  a  provisional  application  is  that 
inventorship  set  forth  in  the  cover  sheet  as  prescribed  by  § 
1.51(c)(1).  If  a  cover  sheet  as  prescribed  by  §  1.51(c)(1)  is  not 
filed  during  the  pendency  of  a  provisional  application,  the 
inventorship  is  that  inventorship  set  forth  in  the  application 
papers  filed  pursuant  to  §  1.53(c),  unless  a  petition  under  this 
paragraph  accompanied  by  the  fee  set  forth  in  §  1.17(q)  is  filed 
supplying  or  changing  the  name  or  names  of  the  inventor  or 
inventors. 

(3)  In  a  nonprovisional  apphcation  filed  without  an  oath  or 
declaration  as  prescribed  by  §  1.63  or  a  provisional  application 
filed  without  a  cover  sheet  as  prescribed  by  §  1.51(c)(1),  the 
name  or  names  of  person  or  persons  believed  to  be  the  actual 
inventor  or  inventors  should  be  provided  for  identification 
purposes  when  the  application  papers  pursuant  to  §  1.53(b)  or 
(c)  are  filed.  If  no  name  of  a  person  believed  to  be  an  actual 
inventor  is  so  provided,  the  appUcation  should  include  an 
applicant  identifier  consisting  of  alphanumeric  characters. 

17.  Section  1.47  is  revised  to  read  as  follows: 

§  1.47  Filing  when  an  inventor  refuses  to  sign  or  cannot  be 
reached. 

(a)  If  a  joint  inventor  refuses  to  join  in  an  application  for 
patent  or  cannot  be  found  or  reached  after  diligent  effort,  the 
application  may  be  made  by  the  other  inventor  on  behalf  of 
himself  or  herself  and  the  nonsigning  inventor.  The  oath  or 
declaration  in  such  an  application  must  be  accompanied  by  a 
petition  including  proof  of  the  pertinent  facts,  the  fee  set  forth 
in  §  1.1 7(i)  and  the  last  known  address  of  the  nonsigning 
inventor.  The  Patent  and  Trademark  Office  shall,  except  in  a 
continued  prosecution  application  under  §  1.53(d),  forward 
notice  of  the  filing  of  the  appUcation  to  the  nonsigning  inventor 
at  said  address  and  pubUsh  notice  of  the  filing  of  the  applica- 
tion in  the  Official  Gazette.  The  nonsigning  inventor  may 
subsequently  join  in  the  application  on  filing  an  oath  or 
declaration  complying  with  §  1.63. 

(b)  Whenever  all  of  the  inventors  refuse  to  execute  an 
application  for  patent,  or  cannot  be  found  or  reached  after 
diligent  effort,  a  person  to  whom  an  inventor  has  assigned  or 
agreed  in  writing  to  assign  the  invention  or  who  otherwise 
shows  sufficient  proprietary  interest  in  the  matter  justifying 
such  action  may  make  application  for  patent  on  behalf  of  and 
as  agent  for  all  the  inventors.  The  oath  or  declaration  in  such 
an  application  must  be  accompanied  by  a  petition  including 
proof  of  the  pertinent  facts,  a  showing  that  such  action  is 
necessary  to  preserve  the  rights  of  the  parties  or  to  prevent 
irreparable  damage,  the  fee  set  forth  in  §  1.17(i),  and  the  last 
known  address  of  all  of  the  inventors.  The  Office  shaU, 
excepting  a  continued  prosecution  application  under  §  1.53(d), 
forward  notice  of  the  filing  of  the  application  to  all  of  the 
inventors  at  the  addresses  stated  in  the  application  and  publish 
notice  of  the  filing  of  the  application  in  the  Official  Gazette.  An 
inventor  may  subsequently  join  in  the  application  on  filing  an 
oath  or  declaration  complying  with  §  1.63. 

18.  Section  1.48  and  its  heading  are  revised  to  read  as  foUows: 

§  1.48  Correction  of  inventorship  in  a  patent  application, 
other  than  a  reissue  application. 

(a)  If  the  inventive  entity  is  set  forth  in  error  in  an  executed 
§  1.63  oath  or  declaration  in  an  application,  other  than  a  reissue 
appUcation,  and  such  error  arose  without  any  deceptive  inten- 
tion on  the  part  of  the  person  named  as  an  inventor  in  error  or 
on  the  part  of  the  person  who  through  error  was  not  named  as 
an  inventor,  the  application  may  be  amended  to  name  only  the 
actual  inventor  or  inventors.  When  the  application  is  involved 
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in  an  interference,  the  amendment  must  comply  with  the 
requirements  of  this  section  and  must  be  accompanied  by  a 
motion  under  §  1.634.  Such  amendment  must  be  accompanied 
by: 

(1)  A  petition  including  a  statement  from  each  person  being 
added  as  an  inventor  and  from  each  person  being  deleted  as  an 
inventor  that  the  error  in  inventorship  occurred  without  decep- 
tive intention  on  his  or  her  part; 

(2)  An  oath  or  declaration  by  the  actual  inventor  or  inventors 
as  required  by  §  1.63  or  as  permitted  by  §  1.42,  §  1.43  or  § 
1.47; 

(3)  The  fee  set  forth  in  §  1.17(i);  and 

(4)  If  an  assignment  has  been  executed  by  any  of  the  original 
named  inventors,  the  written  consent  of  the  assignee  (see 
§  3.73(b)). 

(b)  If  the  correct  inventors  are  named  in  a  nonprovisional 
application,  other  than  are  issue  application,  and  the  prosecu- 
tion of  the  application  results  in  the  amendment  or  cancellation 
of  claims  so  that  fewer  than  all  of  the  currently  named 
inventors  are  the  actual  inventors  of  the  invention  being 
claimed  in  the  application,  an  amendment  must  be  filed 
deleting  the  name  or  names  of  the  person  or  persons  who  are 
not  inventors  of  the  invention  being  claimed.  When  the 
application  is  involved  in  an  interference,  the  amendment  must 
comply  with  the  requirements  of  this  section  and  must  be 
accompanied  by  a  motion  under  §  1.634.  Such  amendment 
must  be  accompanied  by: 

(1)  A  petition  including  a  statement  identifying  each  named 
inventor  who  is  being  deleted  and  acknowledging  that  the 
inventor's  invention  is  no  longer  being  claimed  in  the  appli- 
cation; and 

(2)  The  fee  set  forth  in  §  1.17(i). 

(c)  If  a  nonprovisional  application,  other  than  a  reissue 
application,  discloses  unclaimed  subject  matter  by  an  inventor 
or  inventors  not  named  in  the  application,  the  application  may 
be  amended  to  add  claims  to  the  subject  matter  and  name  the 
correct  inventors  for  the  application.  When  the  application  is 
involved  in  an  interference,  the  amendment  must  comply  with 
the  requirements  of  this  section  and  must  be  accompanied  by 
a  motion  under  §  1.634.  Such  amendment  must  be  accompa- 
nied by: 

( 1 )  A  petition  including  a  statement  from  each  person  being 
added  as  an  inventor  that  the  amendment  is  necessitated  by 
amendment  of  the  claims  and  that  the  inventorship  error 
occurred  without  deceptive  intention  on  his  or  her  part; 

(2)  An  oath  or  declaration  by  the  actual  inventor  or  inventors 
as  required  by  §  1.63  or  as  permitted  by  §  1.42,  §  1.43  or  § 
1.47; 

(3)  The  fee  set  forth  in  §  1.17(i);  and 

(4)  If  an  assignment  has  been  executed  by  any  of  the  original 
named  inventors,  the  written  consent  of  the  assignee  (see 
§  3.73(b)). 

(d)  If  the  name  or  names  of  an  inventor  or  inventors  were 
omitted  in  a  provisional  application  through  error  without  any 
deceptive  intention  on  the  part  of  the  omitted  inventor  or 
inventors,  the  provisional  application  may  be  amended  to  add 
the  name  or  names  of  the  omitted  inventor  or  inventors.  Such 
amendment  must  be  accompanied  by: 

(1)  A  petition  including  a  statement  that  the  inventorship 
error  occurred  without  deceptive  intention  on  the  part  of  the 
omitted  inventor  or  inventors;  and 

(2)  The  fee  set  forth  in  §  1.1 7(q). 

(e)  If  a  person  or  persons  were  named  as  an  inventor  or 
inventors  in  a  provisional  application  through  error  without 
any  deceptive  intention  on  the  part  of  such  person  or  persons, 
an  amendment  may  be  filed  in  the  provisional  application 


deleting  the  name  or  names  of  the  person  or  persons  who  were 
erroneously  named.  Such  amendment  must  be  accompanied 
by: 

(1)  A  petition  including  a  statement  by  the  person  or  persons 
whose  name  or  names  are  being  deleted  that  the  inventorship 
error  occurred  without  deceptive  intention  on  the  part  of  such 
person  or  persons; 

(2)  The  fee  set  forth  in  §  1.17(q);  and 

(3)  If  an  assignment  has  been  executed  by  any  of  the  original 
named  inventors,  the  written  consent  of  the  assignee  (see 
§  3.73(b)). 

(f)(1)  If  the  correct  inventor  or  inventors  are  not  named  on 
filing  a  nonprovisional  application  under  §  1.53(b)  without  an 
executed  oath  or  declaration  under  §  1.63,  the  later  submission 
of  an  executed  oath  or  declaration  under  §  1.63  during  the 
pendency  of  the  application  will  act  to  correct  the  earlier 
identification  of  inventorship. 

(2)  If  the  correct  inventor  or  inventors  are  not  named  on 
filing  a  provisional  application  without  a  cover  sheet  under  § 
1.51(c)(1),  the  later  submission  of  a  cover  sheet  under  § 
1.51(c)(1)  during  the  pendency  of  the  application  will  act  to 
correct  the  earlier  identification  of  inventorship. 

(g)  The  Office  may  require  such  other  information  as  may  be 
deemed  appropriate  under  the  particular  circumstances  sur- 
rounding the  correction  of  inventorship. 

19.  Section  1.51  is  revised  to  read  as  follows: 

§  1.51  General  requisites  of  an  application. 

(a)  Applications  for  patents  must  be  made  to  the  Commis- 
sioner of  Patents  and  Trademarks. 

(b)  A  complete  apphcation  filed  under  §  1.53(b)  comprises: 

(1)  A  specification  as  prescribed  by  35  U.S.C.  112,  including 
a  claim  or  claims,  see  §  1.71  to  §  1.77; 

(2)  An  oath  or  declaration,  see  §  1.63  and  §  1.68; 

(3)  Drawings,  when  necessary,  see  §  1.81  to  §  1.85;  and 

(4)  The  prescribed  filing  fee,  see  §  1.16. 

(c)  A  complete  provisional  application  filed  under  §  1.53(c) 
comprises: 

(1)  A  cover  sheet  identifying: 

(i)  The  application  as  a  provisional  application, 

(ii)  The  name  or  names  of  the  inventor  or  inventors,  (see 
§  1.41(a)(2)), 

(iii)  The  residence  of  each  named  inventor, 

(iv)  The  title  of  the  invention, 

(v)  The  name  and  registration  number  of  the  attorney  or 
agent  (if  applicable), 

(vi)  The  docket  number  used  by  the  person  filing  the 
application  to  identify  the  application  (if  applicable), 

(vii)  The  correspondence  address,  and 

(viii)  The  name  of  the  U.S.  Government  agency  and 
Government  contract  number  (if  the  invention  was  made  by  an 
agency  of  the  U.S.  Government  or  under  a  contract  with  an 
agency  of  the  U.S.  Government); 

(2)  A  specification  as  prescribed  by  the  first  paragraph  of  35 
U.S.C.  112,  see§  1.71; 

(3)  Drawings,  when  necessary,  see  §  1.81  to  §  1.85;  and 

(4)  The  prescribed  filing  fee,  see  §  1.16. 
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(d)  Applicants  are  encouraged  to  file  an  information  disclo- 
sure statement  in  nonpro visional  applications.  See  §  1.97  and  § 
1.98.  No  information  disclosure  statementmay  be  filed  in  a 
provisional  application. 

20.  Section  1.52  is  amended  by  revising  paragraphs  (a),  (c)  and 
(d)  to  read  as  follows: 

§  1.52  Language,  paper,  writing,  margins. 

(a)  The  application,  any  amendments  or  corrections  thereto, 
and  the  oath  or  declaration  must  be  in  the  Enghsh  language 
except  as  provided  for  in  §  1.69  and  paragraph(d)  of  this 
section,  or  be  accompanied  by  a  translation  of  the  application 
and  a  translation  of  any  corrections  or  amendments  into  the 
English  language  together  with  a  statement  that  the  translation 
is  accurate.  All  papers  which  are  to  become  a  part  of  the 
permanent  records  of  the  Patent  and  Trademark  Office  must  be 
legibly  written  either  by  a  typewriter  or  mechanical  printer  in 
permanent  dark  ink  or  its  equivalent  in  portrait  orientation  on 
flexible,  strong,  smooth,  non-shiny,  durable,  and  white  paper. 
All  of  the  application  papers  must  be  presented  in  a  form 
having  sufficient  clarity  and  contrast  between  the  paper  and  the 
writing  thereon  to  permit  the  direct  reproduction  of  readily 
legible  copies  in  any  number  by  use  of  photographic,  electro- 
static, photo-offset,  and  microfilming  processes  and  electronic 
reproduction  by  use  of  digital  imaging  and  optical  character 
recognition.  If  the  papers  are  not  of  the  required  quality, 
substitute  typewritten  or  mechanically  printed  papers  of  suit- 
able quality  will  be  required.  See  §  1.125  for  fifing  substitute 
typewritten  or  mechanically  printed  papers  constituting  a 
substitute  specification  when  required  by  the  Office. 


(c)  Any  interlineation,  erasure,  cancellation  or  other  alter- 
ation of  the  appfication  papers  filed  should  be  made  on  or 
before  the  signing  of  any  accompanying  oath  or  declaration 
pursuant  to  §  1.63  referring  to  those  application  papers  and 
should  be  dated  and  initialed  or  signed  by  the  applicant  on  the 
same  sheet  of  paper.  Application  papers  containing  alterations 
made  after  the  signing  of  an  oath  or  declaration  referring  to 
those  application  papers  must  be  supported  by  a  supplemental 
oath  or  declaration  under  §  1.67(c).  After  the  signing  of  the 
oath  or  declaration  referring  to  the  application  papers,  amend- 
ments may  only  be  made  in  the  manner  provided  by  §  1.121. 

(d)  An  application  may  be  filed  in  a  language  other  than 
English.  An  English  translation  of  the  non-English-language 
application,  a  statement  that  the  translation  is  accurate,  and  the 
fee  set  forth  in  §  1.1 7(k)  are  required  to  be  filed  with  the 
application  or  within  such  time  as  may  be  set  by  the  Office. 

21.  Section  1.53  is  revised  to  read  as  follows: 

§  1.53  Application  number,  filing  date,  and  completion  of 
application. 

(a)  Application  number.  Any  papers  received  in  the  Patent 
and  Trademark  Office  which  purport  to  be  an  application  for  a 
patent  will  be  assigned  an  application  number  for  identification 
purposes. 

(b)  Application  filing  requirements  -  Nonprovisional  appli- 
cation. The  filing  date  of  an  application  for  patent  filed  under 
this  section,  except  for  a  provisional  application  under  para- 
graph (c)  of  this  section  or  a  continued  prosecution  appUcation 
under  paragraph  (d)  of  this  section,  is  the  date  on  which  a 
specification  as  prescribed  by  35  U.S.C.  112  containing  a 
description  pursuant  to  §  1.71  and  at  least  one  claim  pursuant 
to  §  1.75,  and  any  drawing  required  by  §  1.81(a)  are  filed  in  the 
Patent  and  Trademark  Office.  No  new  matter  may  be  intro- 
duced into  an  application  after  its  filing  date.  A  continuing 
application,  which  may  be  a  continuation,  divisional,  or 
continuation-in-part  appfication,  may  be  filed  under  the  con- 
ditions specified  in  35  U.S.C.  120,  121  or  365(c)  and  §  1.78(a). 

(1)  A  continuation  or  divisional  appUcation  that  names  as 
inventors  the  same  or  fewer  than  all  of  the  inventors  named  in 
the  prior  application  may  be  filed  under  this  paragraph  or 
paragraph  (d)  of  this  section. 


(2)  A  continuation-in-part  application  (which  may  disclose 
and  claim  subject  matter  not  disclosed  in  the  prior  appfication) 
or  a  continuation  or  divisional  application  naming  an  inventor 
not  named  in  the  prior  appUcation  must  be  filed  under  this 
paragraph. 

(c)  Application  filing  requirements  -  Provisional  application. 
The  fifing  date  of  a  provisional  appfication  is  the  date  on  which 
a  specification  as  prescribed  by  the  first  paragraph  of  35  U.S.C. 
112,  and  any  drawing  required  by  §  1.81(a)  are  filed  in  the 
Patent  and  Trademark  Office.  No  amendment,  other  than  to 
make  the  provisional  appfication  comply  with  the  patent 
statute  and  all  appUcable  regulations,  may  be  made  to  the 
provisional  application  after  the  filing  date  of  the  provisional 
application. 

(1)  A  provisional  application  must  also  include  the  cover 
sheet  required  by  §  1.51(c)(1)  or  a  cover  letter  identifying  the 
application  as  a  provisional  application.  Otherwise,  the  appfi- 
cation wiU  be  treated  as  an  application  filed  under  paragraph 
(b)  of  this  section. 

(2)  An  appfication  for  patent  filed  under  paragraph  (b)  of  this 
section  may  be  converted  to  a  provisional  application  and  be 
accorded  the  original  filing  date  of  the  appfication  filed  under 
paragraph  (b)  of  this  section, 

(i)  Provided  that  a  petition  requesting  the  conversion,  with 
the  fee  set  forth  in  §  1.1 7(q),  is  filed  prior  to  the  earfiest  of: 

(A)  Abandonment  of  the  appUcation  filed  under  paragraph 
(b)  of  this  section; 

(B)  Payment  of  the  issue  fee  on  the  application  filed  under 
paragraph  (b)  of  this  section; 

(C)  Expiration  of  twelve  months  after  the  filing  date  of  the 
application  filed  under  paragraph  (b)  of  this  section;  or 

(D)  The  fifing  of  a  request  for  a  statutory  invention  regis- 
tration under  §  1.293  in  the  appfication  filed  under  paragraph 
(b)  of  this  section. 

(ii)  The  grant  of  any  such  petition  will  not  entitle  applicant 
to  a  refund  of  the  fees  which  were  properly  paid  in  the 
application  filed  under  paragraph  (b)  of  this  section. 

(3)  A  provisional  appfication  is  not  entitled  to  the  right  of 
priority  under  35  U.S.C.  119  or  365(a)  or  §  1.55,  or  to  the 
benefit  of  an  earlier  filing  date  under  35  U.S.C.  120,  121  or 
365(c)  or  §  1.78  of  any  other  application.  No  claim  for  priority 
under  §  1.78(a)(3)  may  be  made  in  a  design  appfication  based 
on  a  provisional  application.  No  request  under  §  1.293  for  a 
statutory  invention  registration  may  be  filed  in  a  provisional 
application.  The  requirements  of  §  1.821  through  §  1.825 
regarding  application  disclosures  containing  nucleotide  and/or 
amino  acid  sequences  are  not  mandatory  for  provisional 
applications. 

(d)  Application  filing  requirements  -  Continued  prosecution 
(nonprovisional)  application. 

(1)  A  continuation  or  divisional  appfication  (but  not  a 
continuation-in-part)  of  a  prior  nonprovisional  appfication  may 
be  filed  as  a  continued  prosecution  appfication  under  this 
paragraph,  provided  that: 

(i)  The  prior  nonprovisional  application  is  either: 

(A)  Complete  as  defined  by  §  1.51(b)  and  filed  on  or  after 
June  8,  1995;  or 

(B)  The  national  stage  of  an  international  application  in 
compfiance  with  35  U.S.C.  371  and  filed  on  or  after  June  8, 
1995;  and 

(ii)  The  application  under  this  paragraph  is  filed  before  the 
earfiest  of: 

(A)  Payment  of  the  issue  fee  on  the  prior  application,  unless 
a  petition  under  §  1.313(b)(5)  is  granted  in  the  prior  appfica- 
tion; 

(B)  Abandonment  of  the  prior  application;  or 


March  2,  2004 


U.S.  PATENT  AND  TRADEMARK  OFFICE 


1280  OG  527 
(153) 


(C)  Termination  of  proceedings  on  the  prior  application. 

(2)  The  filing  date  of  a  continued  prosecution  application  is 
the  date  on  which  a  request  on  a  separate  paper  for  an 
application  under  this  paragraph  is  filed.  An  application  filed 
under  this  paragraph: 

(i)  Must  identify  the  prior  application; 

(ii)  Discloses  and  claims  only  subject  matter  disclosed  in  the 
prior  application; 

(iii)  Names  as  inventors  the  same  inventors  named  in  the 
prior  application  on  the  date  the  application  under  this  para- 
graph was  filed,  except  as  provided  in  paragraph  (d)(4)  of  this 
section; 

(iv)  Includes  the  request  for  an  application  under  this 
paragraph,  will  utilize  the  file  jacket  and  contents  of  the  prior 
application,  including  the  specification,  drawings  and  oath 
ordeclaration  from  the  prior  application,  to  constitute  the  new 
application,  and  will  be  assigned  the  application  number  of  the 
prior  application  for  identification  purposes;  and 

(v)  Is  a  request  to  expressly  abandon  the  prior  application  as 
of  the  filing  date  of  the  request  for  an  application  under  this 
paragraph. 

(3)  The  filing  fee  for  a  continued  prosecution  application 
filed  under  this  paragraph  is: 

(i)  The  basic  filing  fee  as  set  forth  in  §  1.16;  and 

(ii)  Any  additional  §  1.16  fee  due  based  on  the  number  of 
claims  remaining  in  the  application  after  entry  of  any  amend- 
ment accompanying  the  request  for  an  application  under  this 
paragraph  and  entry  of  any  amendments  under  §  1.116 
unentered  in  the  prior  application  which  applicant  has  re- 
quested to  be  entered  in  the  continued  prosecution  application. 

(4)  An  application  filed  under  this  paragraph  may  be  filed  by 
fewer  than  all  the  inventors  named  in  the  prior  application, 
provided  that  the  request  for  an  application  under  this  para- 
graph when  filed  is  accompanied  by  a  statement  requesting 
deletion  of  the  name  or  names  of  the  person  or  persons  who  are 
not  inventors  of  the  invention  bemg  claimed  in  the  new 
application.  No  person  may  be  named  as  an  inventor  in  an 
application  filed  under  this  paragraph  who  was  not  named  aan 
inventor  in  the  prior  application  on  the  date  the  application 
under  this  paragraph  was  filed,  except  by  way  of  a  petition 
under  §  1.48. 

(5)  Any  new  change  must  be  made  in  the  form  of  an 
amendment  to  the  prior  application  as  it  existed  prior  to  the 
filing  of  an  application  under  this  paragraph.  No  amendment  in 
an  application  under  this  paragraph  (a  continued  prosecution 
application)  may  introduce  new  matter  or  matter  that  would 
have  been  new  matter  in  the  prior  application.  Any  new 
specification  filed  with  the  request  for  an  application  under  this 
paragraph  will  not  be  considered  part  of  the  original  applica- 
tion papers,  but  will  be  treated  as  a  substitute  specification  in 
accordance  with  §  1.125. 

(6)  The  filing  of  a  continued  prosecution  application  under 
this  paragraph  will  be  construed  to  include  a  waiver  of 
confidentiality  by  the  applicant  under  35  U.S.C.  122  to  the 
extent  that  any  member  of  the  public,  who  is  entitled  under  the 
provisions  of  §  1.14  to  access  to,  copies  of,  or  information 
concerning  either  the  prior  application  or  any  continuing 
application  filed  under  the  provisions  of  this  paragraph,  may  be 
given  similar  access  to,  copies  of,  or  similar  information 
concerning  the  other  application  or  applications  in  the  file 
jacket. 

(7)  A  request  for  an  application  under  this  paragraph  is  the 
specific  reference  required  by  35  U.S.C.  120  to  every  applica- 
tion assigned  the  application  number  identified  in  such  request. 
No  amendment  in  an  application  under  this  paragraph  may 
delete  this  specific  reference  to  any  prior  application. 

(8)  In  addition  to  identifying  the  application  number  of  the 
prior  application,  applicant  should  furnish  in  the  request  for  an 
application  under  this  paragraph  the  following  information 
relating  to  the  prior  application  to  the  best  of  his  or  her  ability: 


(i)  Title  of  invention; 

(ii)  Name  of  applicant(s);  and 

(iii)  Correspondence  address. 

(9)  Envelopes  containing  only  requests  and  fees  for  filing  an 
application  under  this  paragraph  should  be  marked  "Box 
CPA."  Requests  for  an  application  under  this  paragraph  filed 
by  facsimile  transmission  should  be  clearly  marked  "Box 
CPA." 

(e)  Failure  to  meet  filing  date  requirements. 

(1)  If  an  application  deposited  under  paragraph  (b),  (c),  or 
(d)  of  this  section  does  not  meet  the  requirements  of  such 
paragraph  to  be  entitled  to  a  filing  date,  applicant  will  be  so 
notified,  if  a  correspondence  address  has  been  provided,  and 
given  a  time  period  within  which  to  correct  the  filing  error. 

(2)  Any  request  for  review  of  a  notification  pursuant  to 
paragraph  (e)(1)  of  this  section,  or  a  notification  that  the 
original  application  papers  lack  a  portion  of  the  specification  or 
drawing(s),  must  be  by  way  of  a  petition  pursuant  to  this 
paragraph.  Any  petition  under  this  paragraph  must  be  accom- 
panied by  the  fee  set  forth  in  §  1.17(i)  in  an  application  filed 
under  paragraphs  (b)  or  (d)  of  this  section,  and  the  fee  set  forth 
in  §  1.17(q)  in  an  application  filed  under  paragraph  (c)  of  this 
section.  In  the  absence  of  a  timely  (§  1.181(f))  petition 
pursuant  to  this  paragraph,  the  filing  date  of  an  application  in 
which  the  applicant  was  notified  of  a  filing  error  pursuant  to 
paragraph  (e)(1)  of  this  section  will  be  the  date  the  filing  error 
is  corrected. 

(3)  If  an  applicant  is  notified  of  a  filing  error  pursuant  to 
paragraph  (e)(1)  of  this  section,  but  fails  to  correct  the  filing 
error  within  the  given  time  period  or  otherwise  timely(§ 
1.181(f))  take  action  pursuant  to  this  paragraph,  proceedings  in 
the  application  will  be  considered  terminated.  Where  proceed- 
ings in  an  application  are  terminated  pursuant  to  this  para- 
graph, the  application  may  be  disposed  of,  and  any  filing  fees, 
less  the  handling  fee  set  forth  in  §  1.21(n),  will  be  refunded. 

(f)  Completion  of  application  subsequent  to  filing  -  Nonpro- 
visional  (including  continued  prosecution)  application.  If  an 
application  which  has  been  accorded  a  filing  date  pursuant  to 
paragraph  (b)  of  this  section,  including  a  continuation,  divi- 
sional, or  continuation-in-part  application,  does  not  include  the 
appropriate  filing  fee  or  an  oath  or  declaration  by  the  applicant 
pursuant  to  §  1.63  or  §  1.175,  or,  if  an  application  which  has 
been  accorded  a  filing  date  pursuant  to  paragraph  (d)  of  this 
section  does  not  include  the  appropriate  filing  fee,  applicant 
will  be  so  notified,  if  a  correspondence  address  has  been 
provided,  and  given  a  period  of  time  within  which  to  file  the 
fee,  oath  or  declaration,  and  the  surcharge  as  set  forth  in  § 
1.16(e)  in  order  to  prevent  abandonment  of  the  application.  See 
§  1.63(d)  concerning  the  submission  of  a  copy  of  the  oath  or 
declaration  from  the  prior  application  for  a  continuation  or 
divisional  application.  If  the  required  filing  fee  is  not  timely 
paid,  or  if  the  processing  and  retention  fee  set  forth  in  §  1.21(1) 
is  not  paid  within  one  year  of  the  date  of  mailing  of  the 
notification  required  by  this  paragraph,  the  application  may  be 
disposed  of  The  notification  pursuant  to  this  paragraph  may  be 
made  simultaneously  with  any  notification  pursuant  to  para- 
graph (e)  of  this  section.  If  no  correspondence  address  is 
included  in  the  application,  applicant  has  two  months  from  the 
filing  date  to  file  the  basic  filing  fee,  the  oath  or  declaration  in 
an  application  under  paragraph  (b)  of  this  section,  and  the 
surcharge  as  set  forth  in  §  1.16(e)  in  order  to  prevent 
abandonment  of  the  application;  or,  if  no  basic  filing  fee  has 
been  paid,  one  year  from  the  filing  date  to  pay  the  processing 
and  retention  fee  set  forth  in  §  1.21  (1)  to  prevent  disposal  of  the 
application. 

(g)  Completion  of  application  subsequent  to  filing  -  Provi- 
sional application.  If  a  provisional  application  which  has  been 
accorded  a  filing  date  pursuant  to  paragraph  (c)  of  this  section 
does  not  include  the  appropriate  filing  fee  or  the  cover  sheet 
required  by  §  1.51(c)(1),  applicant  will  be  so  notified,  if  a 
correspondence  address  has  been  provided,  and  given  a  period 
of  time  within  which  to  file  the  fee,  cover  sheet,  and  the 
surcharge  as  set  forth  in  §  1.16(lj  in  order  to  prevent  abandon- 
ment of  the  application.  If  the  required  filing  fee  is  not  timely 
paid,  the  application  may  be  disposed  of  The  notification 
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pursuant  to  this  paragraph  may  be  made  simultaneously  with 
any  notification  pursuant  to  paragraph  (e)  of  this  section.  If  no 
correspondence  address  is  included  in  the  application,  appli- 
cant has  two  months  from  the  filing  date  to  file  the  basic  filing 
fee,  cover  sheet,  and  the  surcharge  as  set  forth  in  §  1.16(1)  in 
order  to  prevent  abandonment  of  the  application. 

(h)  Subsequent  treatment  of  application  -  Nonprovisional 
(including  continued  prosecution)  application.  An  application 
for  a  patent  filed  under  paragraphs  (b)  or  (d)  of  this  section  will 
not  be  placed  on  the  files  for  examination  until  all  its  required 
parts,  complying  with  the  rules  relating  thereto,  are  received, 
except  that  certain  minor  informalities  may  be  waived  subject 
to  subsequent  correction  whenever  required. 

(i)  Subsequent  treatment  of  application  -  Provisional  appli- 
cation. A  provisional  application  for  a  patent  filed  under 
paragraph  (c)  of  this  section  will  not  be  placed  on  the  files  for 
examination  and  will  become  abandoned  no  later  than  twelve 
months  after  its  filing  date  pursuant  to  35  U.S.C.  111(b)(1). 

(j)  Filing  date  of  international  application.  The  filing  date  of 
an  international  application  designating  the  United  States  of 
America  is  treated  as  the  filing  date  in  the  United  States  of 
America  under  PCT  Article  11(3),  except  as  provided  in  35 
U.S.C.  102(e). 

22.  Section  1.54  is  revised  to  read  as  follows: 

§  1.54  Parts  of  application  to  be  filed  together;  filing 
receipt. 

(a)  It  is  desirable  that  all  parts  of  the  complete  application  be 
deposited  in  the  Ofl&ce  together;  otherwise,  a  letter  must 
accompany  each  part,  accurately  and  clearly  connecting  it  with 
the  other  parts  of  the  application.  See  §  1.53(f)  and  (g)  with 
regard  to  completion  of  an  application. 

(b)  Applicant  will  be  informed  of  the  application  number 
and  filing  date  by  a  filing  receipt,  unless  the  application  is  an 
application  filed  under  §  1.53(d). 

23.  Section  1.55  is  amended  by  revising  paragraph  (a)  to  read 
as  follows: 

§  1.55  Claim  for  foreign  priority. 

(a)  An  applicant  in  a  nonprovisional  application  may  claim 
the  benefit  of  the  filing  date  of  one  or  more  prior  foreign 
applications  under  the  conditions  specified  in  35  U.S.C.  119(a) 
through  (d)  and  172.  The  claim  to  priority  need  be  in  no  special 
form  and  may  be  made  by  the  attorney  or  agent  if  the  foreign 
application  is  referred  to  in  the  oath  or  declaration  as  required 
by  §  1.63.  The  claim  for  priority  and  the  certified  copy  of  the 
foreign  application  specified  in  35  U.S.C.  119(b)  must  be  filed 
in  the  case  of  an  interference  (§  1.630),  when  necessary  to 
overcome  the  date  of  a  reference  relied  upon  by  the  examiner, 
when  specifically  required  by  the  examiner,  and  in  all  other 
situations,  before  the  patent  is  granted.  If  the  claim  for  priority 
or  the  certified  copy  of  the  foreign  application  is  filed  after  the 
date  the  issue  fee  is  paid,  it  must  be  accompanied  by  a  petition 
requesting  entry  and  by  the  fee  set  forth  in  §  1.1 7(i).  If  the 
certified  copy  is  not  in  the  English  language,  a  translation  need 
not  be  filed  except  in  the  case  of  interference;  or  when 
necessary  to  overcome  the  date  of  a  reference  relied  upon  by 
the  examiner;  or  when  specifically  required  by  the  examiner,  in 
which  event  an  English  language  translation  must  be  filed 
together  with  a  statement  that  the  translation  of  the  certified 
copy  is  accurate. 


24.  Section  1.59  and  its  heading  are  revised  to  read  as  follows: 

§  1.59  Expungement  of  information  or  copy  of  papers  in 
application  file. 

(a)(1)  Information  in  an  application  will  not  be  expunged 
and  returned,  except  as  provided  in  paragraph  (b)  of  this 
section.  See  §  1.618  for  return  of  unauthorized  and  improper 
papers  in  interferences. 


(2)  Information  forming  part  of  the  original  disclosure  (i.e., 
written  specification  including  the  claims,  drawings,  and  any 
preliminary  amendment  specifically  incorporated  into  an  ex- 
ecuted oath  or  declaration  under  §  1.63  and  §  1.175)  will  not 
be  expunged  from  the  application  file. 

(b)  Information,  other  than  what  is  excluded  by  paragraph 
(a)(2)  of  this  section,  maybe  requested  to  be  expunged  and 
returned  to  applicant  upon  petition  under  this  paragraph  and 
payment  of  the  petition  fee  set  forth  in  §  1.1 7(i).  Any  petition 
to  expunge  and  return  information  from  an  application  must 
establish  to  the  satisfaction  of  the  Commissioner  that  the  return 
of  the  information  is  appropriate. 

(c)  Upon  request  by  an  applicant  and  payment  of  the  fee 
specified  in  §  1.19(b),  the  Office  will  furnish  copies  of  an 
application,  unless  the  application  has  been  disposed  of  (see  § 
1.53(e),  (f)  and  (g)).  The  Office  cannot  provide  or  certify 
copies  of  an  application  that  has  been  disposed  of. 

25.  Section  1.60  is  removed  and  reserved. 
§  1.60  [Reserved] 

26.  Section  1.62  is  removed  and  reserved. 
§  1.62  [Reserved] 

27.  Section  1.63  is  amended  by  revising  paragraphs  (a)  and  (d) 
and  adding  a  paragraph  (e)  to  read  as  follows: 

§  1.63  Oath  or  declaration. 

(a)  An  oath  or  declaration  filed  under  §  1.51(b)(2)  as  a  part 
of  an  application  must: 

(1)  Be  executed  in  accordance  with  either  §  1.66  or  §  1.68; 

(2)  Identify  the  specification  to  which  it  is  directed; 

(3)  Identify  each  inventor  by:  full  name,  including  the 
family  name,  and  at  least  one  given  name  without  abbreviation 
together  with  any  other  given  name  or  initial,  and  the  resi- 
dence, post  office  address  and  country  of  citizenship  of  each 
inventor;  and 

(4)  State  whether  the  inventor  is  a  sole  or  joint  inventor  of 
the  invention  claimed. 

(d)(1)  A  newly  executed  oath  or  declaration  is  not  required 
under  §  1.51(b)(2)  and  §  1.53(f)  in  a  continuation  or  divisional 
application,  provided  that: 

(i)  The  prior  nonprovisional  application  contained  an  oath  or 
declaration  as  prescribed  by  paragraphs  (a)  through  (c)  of  this 
section; 

(ii)  The  continuation  or  divisional  application  was  filed  by 
all  or  by  fewer  than  all  of  the  inventors  named  in  the  prior 
application; 

(iii)  The  specification  and  drawings  filed  in  the  continuation 
or  divisional  application  contain  no  matter  that  would  have 
been  new  matter  in  the  prior  application;  and 

(iv)  A  copy  of  the  executed  oath  or  declaration  filed  in  the 
prior  application,  showing  the  signature  or  an  indication 
thereon  that  it  was  signed,  is  submitted  for  the  continuation  or 
divisional  application. 

(2)  The  copy  of  the  executed  oath  or  declaration  submitted 
under  this  paragraph  for  a  continuation  or  divisional  applica- 
tion must  be  accompanied  by  a  statement  requesting  the 
deletion  of  the  name  or  names  of  the  person  or  persons  who  are 
not  inventors  in  the  continuation  or  divisional  application. 

(3)  Where  the  executed  oath  or  declaration  of  which  a  copy 
is  submitted  for  a  continuation  or  divisional  application  was 
originally  filed  in  a  prior  application  accorded  status  under  § 
1.47,  the  copy  of  the  executed  oath  or  declaration  for  such 
prior  application  must  be  accompanied  by: 
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(i)  A  copy  of  the  decision  granting  a  petition  to  accord  §  1 .47 
status  to  the  prior  application,  unless  all  inventors  or  legal 
representatives  have  filed  an  oath  or  declaration  to  join  in  an 
application  accorded  status  under  §  1 .47  of  which  the  continu- 
ation or  divisional  appUcation  claims  a  benefit  under  35  U.S.C. 
120,  121,  or  365(c);  and 

(ii)  If  one  or  more  inventor(s)  or  legal  representative(s)  who 
refused  to  join  in  the  prior  application  or  could  not  be  found  or 
reached  has  subsequently  joined  in  the  prior  application  or 
another  application  of  which  the  continuation  or  divisional 
application  claims  a  benefit  under  35  U.S.C.  120,  121,  or 
365(c),  a  copy  of  the  subsequently  executed  oath(s)  or  decla- 
ration(s)  filed  by  the  inventor  or  legal  representative  to  join  in 
the  application. 

(4)  Where  the  power  of  attorney  (or  authorization  of  agent) 
or  correspondence  address  was  changed  during  the  prosecution 
of  the  prior  application,  the  change  in  power  of  attorney  (or 
authorization  of  agent)  or  correspondence  address  must  be 
identified  in  the  continuation  or  divisional  application.  Other- 
wise, the  Office  may  not  recognize  in  the  continuation  or 
divisional  application  the  change  of  power  of  attorney  (or 
authorization  of  agent)  or  correspondence  address  during  the 
prosecution  of  the  prior  application. 

(5)  A  newly  executed  oath  or  declaration  must  be  filed  in  a 
continuation  or  divisional  application  naming  an  inventor  not 
named  in  the  prior  application. 

(e)  A  newly  executed  oath  or  declaration  must  be  filed  in  any 
continuation-in-part  application,  which  application  may  name 
all.  more,  or  fewer  than  all  of  the  inventors  named  in  the  prior 
application.  The  oath  or  declaration  in  any  continuation-in-part 
application  mustalso  state  that  the  person  making  the  oath  or 
declaration  acknowledges  the  duty  to  disclose  to  the  Office  all 
information  known  to  the  person  to  be  material  to  patentability 
as  defined  in  §  1.56  which  became  available  between  the  filing 
date  of  the  prior  apphcation  and  the  national  or  PCT  interna- 
tional filing  date  of  the  continuation-in-part  application. 

28.  Section  1.67  is  amended  by  revising  paragraph  (b)  to  read 
as  follows: 

§  1.67  Supplemental  oath  or  declaration. 


(b)  A  supplemental  oath  or  declaration  meeting  the  require- 
ments of  §  1.63  must  be  filed  when  a  claim  is  presented  for 
matter  originally  shown  or  described  but  not  substantially 
embraced  in  the  statement  of  invention  or  claims  originally 
presented  or  when  an  oath  or  declaration  submitted  in  accor- 
dance with  §  1.53(f)  after  the  filing  of  the  specification  and  any 
required  drawings  specifically  and  improperly  refers  to  an 
amendment  which  includes  new  matter.  No  new  matter  may  be 
introduced  into  a  nonprovisional  apphcation  after  its  filing  date 
even  if  a  supplemental  oath  or  declaration  is  filed.  In  proper 
situations,  the  oath  or  declaration  here  required  may  be  made 
on  information  and  belief  by  an  applicant  other  than  the 
inventor. 

29.  Section  1.69  is  amended  by  revising  paragraph  (b)  to  read 
as  follows: 

§  1.69  Foreign  language  oaths  and  declarations. 


(b)  Unless  the  text  of  any  oath  or  declaration  in  a  language 
other  than  English  is  a  form  provided  or  approved  by  the 
Patent  and  Trademark  Office,  it  must  be  accompanied  by  an 
Enghsh  translation  together  with  a  statement  that  the  transla- 
tion is  accurate,  except  that  in  the  case  of  an  oath  or  declaration 
filed  under  §  1.63,  the  translation  may  be  filed  in  the  Office  no 
later  than  two  months  from  the  date  applicant  is  notified  to  file 
the  translation. 


§  1.78  Claiming  benefit  of  earlier  filing  date  and  cross- 
references  to  other  applications. 

(a)(1)  A  nonprovisional  application  may  claim  an  invention 
disclosed  in  one  or  more  prior  filed  copending  nonprovisional 
applications  or  copending  international  applications  designat- 
ing the  United  States  of  America.  In  order  for  a  nonprovisional 
apphcation  to  claim  the  benefit  of  a  prior  filed  copending 
nonprovisional  apphcation  or  copending  international  applica- 
tion designating  the  United  States  of  America,  each  prior 
application  must  name  as  an  inventor  at  least  one  inventor 
named  in  the  later  filed  nonprovisional  application  and  disclose 
the  named  inventor's  invention  claimed  in  at  least  one  claim  of 
the  later  filed  nonprovisional  application  in  the  manner  pro- 
vided by  the  first  paragraph  of  35  U.S.C.  112.  In  addition,  each 
prior  apphcation  must  be: 

(i)  An  international  application  entitled  to  a  filing  date  in 
accordance  with  PCT  Article  11  and  designating  the  United 
States  of  America;  or 

(ii)  Complete  as  set  forth  in  §  1.51(b);  or 

(iii)  Entitled  to  a  filing  date  as  set  forth  in  §  1.53(b)  or  § 
1.53(d)  and  include  the  basic  fifing  fee  set  forth  in  §  1.16;  or 

(iv)  Entitled  to  a  filing  date  as  set  forth  in  §  1.53(b)  and  have 
paid  therein  the  processing  and  retention  fee  set  forth  in  § 
1.21(1)  within  the  time  period  set  forth  in  §  1.53(f). 

(2)  Except  for  a  continued  prosecution  apphcation  filed 
under  §  1.53(d),  any  nonprovisional  application  claiming  the 
benefit  of  one  or  more  prior  filed  copending  nonprovisional 
applications  or  international  applications  designating  the 
United  States  of  America  must  contain  or  be  amended  to 
contain  in  the  first  sentence  of  the  specification  following  the 
title  a  reference  to  each  such  prior  application,  identifying  it  by 
application  number  (consisting  of  the  series  code  and  serial 
number)  or  international  application  number  and  international 
filing  date  and  indicating  the  relationship  of  the  applications. 
The  request  for  a  continued  prosecution  application  under  § 
1.53(d)  is  the  specific  reference  required  by  35  U.S.C.  120  to 
the  prior  apphcation.  The  identification  of  an  application  by 
application  number  under  this  section  is  the  specific  reference 
required  by  35  U.S.C.  120  to  every  application  assigned  that 
application  number.  Cross-references  to  other  related  apphca- 
tions  may  be  made  when  appropriate  (see  §  1.14(a)). 

(3)  A  nonprovisional  application  other  than  for  a  design 
patent  may  claim  an  invention  disclosed  in  one  or  more  prior 
filed  copending  provisional  apphcations.  Since  a  provisional 
application  can  be  pending  for  no  more  than  twelve  months, 
the  last  day  of  pendency  may  occur  on  a  Sattu'day,  Sunday,  or 
Federal  holiday  within  the  District  of  Columbia  which  for 
copendency  would  require  the  nonprovisional  apphcation  to  be 
filed  on  or  prior  to  the  Saturday,  Sunday,  or  Federal  holiday.  In 
order  for  a  nonprovisional  application  to  claim  the  benefit  of 
one  or  more  prior  filed  copending  provisional  applications, 
each  prior  provisional  application  must  name  as  an  inventor  at 
least  one  inventor  named  in  the  later  filed  nonprovisional 
application  and  disclose  the  named  inventor's  invention 
claimed  in  at  least  one  claim  of  the  later  filed  nonprovisional 
application  in  the  manner  provided  by  the  first  paragraph  of  35 
U.S.C.  112.  In  addition,  each  prior  provisional  apphcation 
must  be: 

(i)  Complete  as  set  forth  in  §  1.51(c);  or 

(ii)  Entitled  to  a  filing  date  as  set  forth  in  §  1.53(c)  and 
include  the  basic  fifing  fee  set  forth  in  §  1.16(k). 

(4)  Any  nonprovisional  application  claiming  the  benefit  of 
one  or  more  prior  filed  copending  provisional  applications 
must  contain  or  be  amended  to  contain  in  the  first  sentence  of 
the  specification  following  the  title  a  reference  to  each  such 
prior  provisional  application,  identifying  it  as  a  provisional 
application,  and  including  the  provisional  application  number 
(consisting  of  series  code  and  serial  number). 


30.  Section  §  1.78  is  amended  by  revising  paragraph  (a)  to  read 
as  follows: 


31.  Section  1.84  is  amended  by  revising  paragraphs  (a)(2)(i), 
(b),  (c)  and  (g)  to  read  as  follows: 
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§  1.84  Standards  for  drawings. 
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^2)  *  *  * 

(i)  The  fee  set  forth  in  §  1.17(i); 


(b)  Photographs. 

(1)  Black  and  white.  Photographs  are  not  ordinarily  permit- 
ted in  utility  patent  applications.  However,  the  Office  will 
accept  photographs  in  utility  patent  applications  only  after  the 
granting  of  a  petition  filed  under  this  paragraph  which  requests 
that  photographs  be  accepted.  Any  such  petition  must  include 
the  following: 

(i)  The  fee  set  forth  in  §  1.17(i);  and 

(ii)  Three  (3)  sets  of  photographs.  Photographs  must  either 
be  developed  on  double  weight  photographic  paper  or  be 
permanently  mounted  on  bristol  board.  The  photographs  must 
be  of  sufficient  quality  so  that  all  details  in  the  drawings  are 
reproducible  in  the  printed  patent. 

(2)  Color.  Color  photographs  will  be  accepted  in  utility 
patent  applications  if  the  conditions  for  accepting  color  draw- 
ings have  been  satisfied.  See  paragraph  (a)(2)  of  this  section. 

(c)  Identification  of  drawings.  Identifying  indicia,  if  pro- 
vided, should  include  the  application  number  or  the  title  of  the 
invention,  inventor's  name,  docket  number  (if  any),  and  the 
name  and  telephone  number  of  a  person  to  call  if  the  Office  is 
unable  to  match  the  drawings  to  the  proper  application.  This 
information  should  be  placed  on  the  back  of  each  sheet  of 
drawings  a  minimum  distance  of  §  1.5  cm.  (5/8  inch)  down 
from  the  top  of  the  page.  In  addition,  a  reference  to  the 
application  number,  or,  if  an  application  number  has  not  been 
assigned,  the  inventor's  name,  may  be  included  in  the  left-hand 
comer,  provided  that  the  reference  appears  within  §  1.5  cm. 
(5/8  inch)  from  the  top  of  the  sheet. 

(g)  Margins.  The  sheets  must  not  contain  frames  around  the 
sight  {i.e.,  the  usable  surface),  but  should  have  scan  target 
points  (i.e.,  cross-hairs)  printed  on  two  catercomer  margin 
comers.  Each  sheet  must  include  a  top  margin  of  at  least  2.5 
cm.  (1  inch),  a  left  sidemargin  of  at  least  2.5  cm.  (1  inch),  a 
right  side  margin  of  at  least  §  1.5  cm.  (5/8  inch),  and  a  bottom 
margin  of  at  least  1.0  cm.  (3/8  inch),  thereby  leaving  a  sight  no 
greater  than  17.0  cm.  by  26.2  cm.  on  21.0  cm.  by  29.7  cm. 
(DIN  size  A4)  drawing  sheets,  and  a  sight  no  greater  than  17.6 
cm.  by  24.4  cm.  (6  15/16  by  9  5/8  inches)  on  21.6  cm.  by  27.9 
cm.  (8  1/2  by  11  inch)  drawing  sheets. 

32.  Section  §   1.91  and  its  heading  are  revised  to  read  as 
follows: 

§  1.91  Models  or  exhibits  not  generally  admitted  as  part  of 
application  or  patent. 

(a)  A  model  or  exhibit  will  not  be  admitted  as  part  of  the 
record  of  an  application  unless  it: 

(1)  Substantially  conforms  to  the  requirements  of  §  1.52  or 
§  1.84; 

(2)  Is  specifically  required  by  the  Office;  or 

(3)  Is  filed  with  a  petition  under  this  section  including: 

(i)  The  petition  fee  as  set  forth  in  §  1.17(i);  and 

(ii)  An  explanation  of  why  entry  of  the  model  or  exhibit  in 
the  file  record  is  necessary  to  demonstrate  patentability. 
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(b)  Notwithstanding  the  provisions  of  paragraph  (a)  of  this 
section,  a  model,  working  model,  or  other  physical  exhibit  may 
be  required  by  the  Office  if  deemed  necessary  for  any  purpose 
in  examination  of  the  application. 

33.  Section  §  1.92  is  removed  and  reserved. 
§  1.92  [Reserved] 

34.  Section  §   1.97  is  amended  by  revising  paragraphs  (c) 
through  (e)  to  read  as  follows: 

§  1.97  Filing  of  information  disclosure  statement. 


(c)  An  information  disclosure  statement  shall  be  considered 
by  the  Office  if  filed  by  the  applicant  after  the  period  specified 
in  paragraph  (b)  of  this  section,  provided  that  the  information 
disclosure  statement  is  filed  before  the  mailing  date  of  either  a 
final  action  under  §  1.113,  or  a  notice  of  allowance  under  § 
1.311,  whichever  occurs  first,  and  is  accompanied  by  either: 


(1)  A  statement  as  specified  in  paragraph  (e)  of  this  section; 


or 


(2)  The  fee  set  forth  in  §  1.1 7(p).  (d)  An  information 
disclosure  statement  shall  be  considered  by  the  Office  if  filed 
by  the  applicant  after  the  period  specified  in  paragraph  (c)  of 
this  section,  provided  that  the  information  disclosure  statement 
is  filed  on  or  before  payment  of  the  issue  fee  and  is  accompa- 
nied by: 

(1)  A  statement  as  specified  in  paragraph  (e)  of  this  section; 

(2)  A  petition  requesting  consideration  of  the  infomiation 
disclosure  statement;  and 

(3)  The  petition  fee  set  forth  in  §  1.17(i). 

(e)  A  statement  under  this  section  must  state  either: 

(1)  That  each  item  of  information  contained  in  the  informa- 
tion disclosure  statement  was  cited  in  a  communication  from  a 
foreign  patent  office  in  a  counterpart  foreign  application  not 
more  than  three  months  prior  to  the  filing  of  the  information 
disclosure  statement;  or 

(2)  That  no  item  of  information  contained  in  the  information 
disclosure  statement  was  cited  in  a  communication  from  a 
foreign  patent  office  in  a  counterpart  foreign  application,  and, 
to  the  knowledge  of  the  person  signing  the  statement  after 
making  reasonable  inquiry,  no  item  of  information  contained  in 
the  information  disclosure  statement  was  known  to  any  indi- 
vidual designated  in  §  1.56(c)  more  than  three  months  prior  to 
the  filing  of  the  information  disclosure  statement. 

35.  Section  1.101  is  removed  and  reserved. 
§  1.101  [Reserved] 

36.  Section  1.102  is  amended  by  revising  paragraph  (a)  to  read 
as  follows: 

§  1.102  Advancement  of  examination. 

(a)  Applications  will  not  be  advanced  out  of  turn  for 
examination  or  for  further  action  except  as  provided  by  this 
part,  or  upon  order  of  the  Commissioner  to  expedite  the 
business  of  the  Office,  or  upon  filing  of  a  request  under 
paragraph  (b)  of  this  section  or  upon  fifing  a  petition  under 
paragraphs  (c)  or  (d)  of  this  section  with  a  showing  which,  in 
the  opinion  of  the  Commissioner,  will  justify  so  advancing  it. 

37.  Section  1.103  is  amended  by  revising  paragraph  (a)  to  read 
as  follows: 
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§  1.103  Suspension  of  action. 

(a)  Suspension  of  action  by  the  Office  will  be  granted  for 
good  and  sufficient  cause  and  for  a  reasonable  time  specified 
upon  petition  by  the  applicant  and,  if  such  cause  is  not  the  fault 
of  the  Office,  the  payment  of  the  fee  set  forth  in  §  1.17(i). 
Action  will  not  be  suspended  when  a  reply  by  the  applicant  to 
an  Office  action  is  required. 

:(;    ^    :{:    :t:    4: 

38.  Section  1.104  and  its  heading  are  revised  to  read  as 
follows:  §  1.104  Namre  of  examination. 

(a)  Examiner's  action. 

(1)  On  taking  up  an  application  for  examination  or  a  patent 
in  a  reexamination  proceeding,  the  examiner  shall  make  a 
thorough  study  thereof  and  shall  make  a  thorough  investigation 
of  the  available  prior  art  relating  to  the  subject  matter  of  the 
claimed  invention.  The  examination  shall  be  complete  with 
respect  both  to  compliance  of  the  application  or  patent  under 
reexamination  with  the  applicable  statutes  and  rules  and  to  the 
patentability  of  the  invention  as  claimed,  as  well  as  with 
respect  to  matters  of  form,  unless  otherwise  indicated. 

(2)  The  apphcant,  or  in  the  case  of  a  reexamination 
proceeding,  both  the  patent  owner  and  the  requester,  will  be 
notified  of  the  examiner's  action.  The  reasons  for  any  adverse 
action  or  any  objection  or  requirement  will  be  stated  and  such 
information  or  references  will  be  given  as  may  be  useful  in 
aiding  the  apphcant,  or  in  the  case  of  a  reexamination 
proceeding  the  patent  owner,  to  judge  the  propriety  of  continu- 
ing the  prosecution. 

(3)  An  international-type  search  will  be  made  in  all  national 
apphcations  filed  on  and  after  June  1,  1978. 

(4)  Any  national  application  may  also  have  an  international- 
type  search  report  prepared  thereon  at  the  time  of  the  national 
examination  on  the  merits,  upon  specific  written  request 
therefor  and  payment  of  the  international-type  search  report 
fee  set  forth  in  §  1.21(e).  The  Patent  and  Trademark  Office 
does  not  require  that  a  formal  report  of  an  international-type 
search  be  prepared  in  order  to  obtain  a  search  fee  refund  in  a 
later  filed  international  application. 

(5)  Copending  applications  will  be  considered  by  the  exam- 
iner to  be  owned  by,  or  subject  to  an  obligation  of  assignment 
to,  the  same  person  if: 

(i)  The  application  files  refer  to  assignments  recorded  in  the 
Patent  and  Trademark  Office  in  accordance  with  Part  3  of  this 
chapter  which  convey  the  entire  rights  in  the  applications  to  the 
same  person  or  organization;  or 

(ii)  Copies  of  unrecorded  assignments  which  convey  the 
entire  rights  in  the  applications  to  the  same  person  or  organi- 
zation are  filed  in  each  of  the  applications;  or 

(iii)  An  affidavit  or  declaration  by  the  common  owner  is  filed 
which  states  that  there  is  common  ownership  and  states  facts 
which  explain  why  the  affiant  or  declarant  believes  there  is 
common  ownership,  which  affidavit  or  declaration  may  be 
signed  by  an  official  of  the  corporation  or  organization  em- 
powered to  act  on  behalf  of  the  corporation  or  organization 
when  the  common  owner  is  a  corporation  or  other  organiza- 
tion; or 

(iv)  Other  evidence  is  submitted  which  establishes  conmion 
ownership  of  the  applications. 

(b)  Completeness  of  examiner's  action.  The  examiner's 
action  will  be  complete  as  to  all  matters,  except  that  in 
appropriate  circumstances,  such  as  misjoinder  of  invention, 
fundamental  defects  in  the  appUcation,  and  the  like,  the  action 
of  the  examiner  may  be  hmited  to  such  matters  before  further 
action  is  made.  However,  matters  of  form  need  not  be  raised  by 
the  examiner  until  a  claim  is  found  allowable. 


(1)  If  the  invention  is  not  considered  patentable,  or  not 
considered  patentable  as  claimed,  the  claims,  or  those  consid- 
ered unpatentable  will  be  rejected. 

(2)  In  rejecting  claims  for  want  of  novelty  or  for  obvious- 
ness, the  examiner  must  cite  the  best  references  at  his  or  her 
command.  When  a  reference  is  complex  or  shows  or  describes 
inventions  other  than  that  claimed  by  the  applicant,  the 
particular  part  relied  on  must  be  designated  as  nearly  as 
practicable.  The  pertinence  of  each  reference,  if  not  apparent, 
must  be  clearly  explained  and  each  rejected  claim  specified. 

(3)  In  rejecting  claims  the  examiner  may  rely  upon  admissions 
by  the  apphcant,  or  the  patent  owner  in  a  reexamination 
proceeding,  as  to  any  matter  affecting  patentability  and,  insofar 
as  rejections  in  applications  are  concerned,  may  also  rely  upon 
facts  within  his  or  her  knowledge  pursuant  to  paragraph  (d)(2) 
of  this  section. 

(4)  Subject  matter  which  is  developed  by  another  person 
which  qualifies  as  prior  art  only  under  35  U.S.C.  102(f)  or  (g) 
may  be  used  as  prior  art  under  35  U.S.C.  103  against  a  claimed 
invention  unless  the  entire  rights  to  the  subject  matter  and  the 
claimed  invention  were  commonly  owned  by  the  same  person 
or  organization  or  subject  to  an  obhgation  of  assignment  to  the 
same  person  or  organization  at  the  time  the  claimed  invention 
was  made. 

(5)  The  claims  in  any  original  application  naming  an 
inventor  will  be  rejected  as  being  precluded  by  a  waiver  in  a 
published  statutory  invention  registration  naming  that  inventor 
if  the  same  subject  matter  is  claimed  in  the  apphcation  and  the 
statutory  invention  registration.  The  claims  in  any  reissue 
application  naming  an  inventor  will  be  rejected  as  being 
precluded  by  a  waiver  in  a  published  statutory  invention 
registration  naming  that  inventor  if  the  reissue  application 
seeks  to  claim  subject  matter: 

(i)  Which  was  not  covered  by  claims  issued  in  the  patent 
prior  to  the  date  of  publication  of  the  statutory  invention 
registration;  and 

(ii)  Which  was  the  same  subject  matter  waived  in  the 
statutory  invention  registration. 

(d)  Citation  of  references. 

(1)  If  domestic  patents  are  cited  by  the  examiner,  their 
numbers  and  dates,  and  the  names  of  the  patentees  must  be 
stated.  If  foreign  published  applications  or  patents  are  cited, 
their  nationahty  or  country,  numbers  and  dates,  and  the  names 
of  the  patentees  must  be  stated,  and  such  other  data  must  be 
furnished  as  may  be  necessary  to  enable  the  apphcant,  or  in  the 
case  of  a  reexamination  proceeding,  the  patent  owner,  to 
identify  the  published  applications  or  patents  cited.  In  citing 
foreign  published  applications  or  patents,  in  case  only  a  part  of 
the  document  is  involved,  the  particular  pages  and  sheets 
containing  the  parts  relied  upon  must  be  identified.  If  printed 
pubhcations  are  cited,  the  author  (if  any),  title,  date,  pages  or 
plates,  and  place  of  publication,  or  place  where  a  copy  can  be 
found,  shall  be  given. 

(2)  When  a  rejection  in  an  apphcation  is  based  on  facts 
within  the  personal  knowledge  of  an  employee  of  the  Office, 
the  data  shall  be  as  specific  as  possible,  and  the  reference  must 
be  supported,  when  called  for  by  the  applicant,  by  the  affidavit 
of  such  employee,  and  such  affidavit  shaU  be  subject  to 
contradiction  or  explanation  by  the  affidavits  of  the  apphcant 
and  other  persons. 

(e)  Reasons  for  allowance.  If  the  examiner  beheves  that  the 
record  of  the  prosecution  as  a  whole  does  not  make  clear  his  or 
her  reasons  for  allowing  a  claim  or  claims,  the  examiner  may 
set  forth  such  reasoning.  The  reasons  shall  be  incorporated  into 
an  Office  action  rejecting  other  claims  of  the  application  or 
patent  under  reexamination  or  be  the  subject  of  a  separate 
communication  to  the  applicant  or  patent  owner.  The  applicant 
or  patent  owner  may  file  a  statement  commenting  on  the 
reasons  for  allowance  within  such  time  as  may  be  specified  by 
the  examiner.  Failure  to  file  such  a  statement  does  not  give  rise 
to  any  implication  that  the  applicant  or  patent  owner  agrees 
with  or  acquiesces  in  the  reasoning  of  the  examiner. 


(c)  Rejection  of  claims. 


39.  Section  1.105  is  removed  and  reserved. 
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§  1.105  [Reserved] 

40.  Section  1.106  is  removed  and  reserved. 
§  1.106  [Reserved] 

41.  Section  1.107  is  removed  and  reserved. 
§  1.107  [Reserved] 

42.  Section  1.108  is  removed  and  reserved. 
§  1.108  [Reserved] 

43.  Section  1.109  is  removed  and  reserved. 
§  1.109  [Reserved] 

44.  Section  1.111  is  amended  by  revising  paragraph  (b)  to  read 
as  follows: 

§  1.111  Reply  by  applicant  or  patent  owner. 

(b)  In  order  to  be  entitled  to  reconsideration  or  further 
examination,  the  applicant  or  patent  owner  must  reply  to  the 
Office  action.  The  reply  by  the  applicant  or  patent  owner  must 
be  reduced  to  a  writing  which  distinctly  and  specifically  points 
out  the  supposed  errors  in  the  examiner's  action  and  must  reply 
to  every  ground  of  objection  and  rejection  in  the  prior  Office 
action.  The  reply  must  present  arguments  pointing  out  the 
specific  distinctions  believed  to  render  the  claims,  including 
any  newly  presented  claims,  patentable  over  any  applied 
references.  If  the  reply  is  with  respect  to  an  application,  a 
request  may  be  made  that  objections  or  requirements  as  to 
form  not  necessary  to  further  consideration  of  the  claims 
beheld  in  abeyance  until  allowable  subject  matter  is  indicated. 
The  applicant's  or  patent  owner's  reply  must  appear  through- 
out to  be  a  bona  fide  attempt  to  advance  the  application  or  the 
reexamination  proceeding  to  final  action.  A  general  allegation 
that  the  claims  define  a  patentable  invention  without  specifi- 
cally pointing  out  how  the  language  of  the  claims  patentably 
distinguishes  them  from  the  references  does  not  comply  with 
the  requirements  of  this  section. 

45.  Section  1.112  and  its  heading  are  revised  to  read  as 
follows: 

§  1.112  Reconsideration  before  final  action.  After  reply  by 
applicant  or  patent  owner  (§  1.111)  to  a  non-final  action,  the 
application  or  patent  under  reexamination  will  be  reconsidered 
and  again  examined.  The  applicant  or  patent  owner  will  be 
notified  if  claims  are  rejected,  or  objections  or  requirements 
made,  in  the  same  manner  as  after  the  first  examination. 
Applicant  or  patent  owner  may  reply  to  such  Office  action  in 
the  same  manner  provided  in  §  1.111,  with  or  without 
amendment,  unless  such  Office  action  indicates  that  it  is  made 
final  (§  1.113). 

46.  Section  1.113  is  revised  to  read  as  follows: 
§  1.113  Final  rejection  or  action. 

(a)  On  the  second  or  any  subsequent  examination  or 
consideration  by  the  examiner  the  rejection  or  other  action  may 
be  made  final,  whereupon  applicant's  or  patent  owner's  reply 
is  limited  to  appeal  in  the  case  of  rejection  of  any  claim  (§ 
1.191),  or  to  amendment  as  specified  in  §  1.116.  Petition  may 
be  taken  to  the  Commissioner  in  the  case  of  objections  or 
requirements  not  involved  in  the  rejection  of  any  claim  (§ 
1.181).  Reply  to  a  final  rejection  or  action  must  include 
cancellation  of,  or  appeal  from  the  rejection  of,  each  rejected 
claim.  If  any  claim  stands  allowed,  the  reply  to  a  final  rejection 
or  action  must  comply  with  any  requirements  or  objections  as 
to  form. 

(b)  In  making  such  final  rejection,  the  examiner  shall  repeat 
or  state  all  grounds  of  rejection  then  considered  applicable  to 
the  claims  in  the  application,  clearly  stating  the  reasons  in 
support  thereof. 


47.  Section  1.115  is  removed  and  reserved. 
§  1.115  [Reserved] 

48.  Section  1.116  is  amended  by  revising  its  heading  and 
paragraph  (a)  to  read  as  follows: 

§  1.116  Amendments  after  final  action  or  appeal. 

(a)  After  a  final  rejection  or  other  final  action  (§  1.113), 
amendments  may  be  made  cancelling  claims  or  complying 
with  any  requirement  of  form  expressly  set  forth  in  a  previous 
Office  action.  Amendments  presenting  rejected  claims  in  better 
form  for  consideration  on  appeal  may  be  admitted.  The 
admission  of,  or  refusal  to  admit,  any  amendment  after  final 
rejection,  and  any  related  proceedings,  will  not  operate  to 
relieve  the  application  or  patent  under  reexamination  from  its 
condition  as  subject  to  appeal  or  to  save  the  application  from 
abandonment  under  §  1.135. 

:(:    :4^    ^    :*:    :i; 

49.  Section  1.117  is  removed  and  reserved. 
§  1.117  [Reserved] 

50.  Section  1.118  is  removed  and  reserved. 
§  1.118  [Reserved] 

51.  Section  1.119  is  removed  and  reserved. 
§  1.119  [Reserved] 

52.  Section  1.121  is  revised  to  read  as  follows: 

§  1.121  Manner  of  making  amendments. 

(a)  Amendments  in  nonprovisional  applications,  other  than 
reissue  applications:  Amendments  in  nonprovisional  applica- 
tions, excluding  reissue  applications,  are  made  by  filing  a 
paper,  in  compliance  with  §  1.52,  directing  that  specified 
amendments  be  made. 

(1)  Specification  other  than  the  claims.  Except  as  provided 
in  §  1.125,  amendments  to  add  matter  to,  or  delete  matter  from, 
the  specification,  other  than  to  the  claims,  may  only  be  made  as 
follows: 

(i)  Instructions  for  insertions:  The  precise  point  in  the 
specification  must  be  indicated  where  an  insertion  is  to  be 
made,  and  the  matter  to  be  inserted  must  be  set  forth. 

(ii)  Instructions  for  deletions:  The  precise  point  in  the 
specification  must  be  indicated  where  a  deletion  is  to  be  made, 
and  the  matter  to  be  deleted  must  be  set  forth  or  otherwise 
indicated. 

(iii)  Matter  deleted  by  amendment  can  be  reinstated  only  by 
a  subsequent  amendment  presenting  the  previously  deleted 
matter  as  a  new  insertion. 

(2)  Claims.  Amendments  to  the  claims  may  only  be  made  as 
follows: 

(i)  Instructions  for  insertions  and  deletions:  A  claim  may  be 
amended  by  specifying  only  the  exact  matter  to  be  deleted  or 
inserted  by  an  amendment  and  the  precise  point  where  the 
deletion  or  insertion  is  to  be  made,  where  the  changes  are 
limited  to: 

(A)  Deletions  and/or 

(B)  The  addition  of  no  more  than  five  (5)  words  in  any  one 
claim;  or 

(ii)  Claim  cancellation  or  rewriting:  A  claim  may  be 
amended  by  directions  to  cancel  the  claim  or  by  rewriting  such 
claim  with  underlining  below  the  matter  added  and  brackets 
around  the  matter  deleted.  The  rewriting  of  a  claim  in  this  form 
will  be  construed  as  directing  the  deletion  of  the  previous 
version  of  that  claim.  If  a  previously  rewritten  claim  is  again 
rewritten,  underlining  and  bracketing  will  be  applied  relative  to 
the  previous  version  of  the  claim,  with  the  parenthetical 
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expression  "twice  amended,"  "three  times  amended,"  etc., 
following  the  original  claim  number.  The  original  claim 
number  followed  by  that  parenthetical  expression  must  be  used 
for  the  rewritten  claim.  No  interlineations  or  deletions  of  any 
prior  amendment  may  appear  in  the  currently  submitted 
version  of  the  claim.  A  claim  canceled  by  amendment  (not 
deleted  and  rewritten)  can  be  reinstated  only  by  a  subsequent 
amendment  presenting  the  claim  as  a  new  claim  with  a  new 
claim  number. 

(3)  Drawings. 

(i)  Amendments  to  the  original  application  drawings  are  not 
permitted.  Any  change  to  the  application  drawings  must  be  by 
way  of  a  substitute  sheet  of  drawings  for  each  sheet  changed 
submitted  in  compliance  with  §  1.84. 

(ii)  Where  a  change  to  the  drawings  is  desired,  a  sketch  in 
permanent  ink  showing  proposed  changes  in  red,  to  become 
part  of  the  record,  must  be  filed  for  approval  by  the  examiner 
and  should  be  in  a  separate  paper. 

(4)  Any  amendment  to  an  application  that  is  present  in  a 
substitute  specification  submitted  pursuant  to  §  1.125  must  be 
presented  under  the  provisions  of  this  paragraph  either  prior  to 
or  concurrent  with  submission  of  the  substitute  specification. 

(5)  The  disclosure  must  be  amended,  when  required  by  the 
Office,  to  correct  inaccuracies  of  description  and  definition, 
and  to  secure  substantial  correspondence  between  the  claims. 
the  remainder  of  the  specification,  and  the  drawings. 

(6)  No  amendment  may  introduce  new  matter  into  the 
disclosure  of  an  application. 

(b)  Amendments  in  reissue  applications:  Amendments  in 
reissue  applications  are  made  by  filing  a  paper,  in  compliance 
with  §  1.52,  directing  that  specified  amendments  be  made. 

(1)  Specification  other  than  the  claims.  Amendments  to  the 
specification,  other  than  to  the  claims,  may  only  be  made  as 
follows: 

(i)  Amendments  must  be  made  by  submission  of  the  entire 
text  of  a  newly  added  or  rewritten  paragraph(s)  with  markings 
pursuant  to  paragraph  (b)(l)(iii)  of  this  section,  except  that  an 
entire  paragraph  may  be  deleted  by  a  statement  deleting  the 
paragraph  without  presentation  of  the  text  of  the  paragraph. 

(ii)  The  precise  point  in  the  specification  must  be  indicated 
where  the  paragraph  to  be  amended  is  located. 

(iii)  Underlining  below  the  subject  matter  added  to  the 
patent  and  brackets  around  the  subject  matter  deleted  from  the 
patent  are  to  be  used  to  mark  the  amendments  being  made. 

(2)  Claims.  Amendments  to  the  claims  may  only  be  made  as 
follows: 

(i)(A)  The  amendment  must  be  made  relative  to  the  patent 
claims  in  accordance  with  paragraph  (b)(6)  of  this  section  and 
must  include  the  entire  text  of  each  claim  which  is  being 
amended  by  the  current  amendment  and  of  each  claim  being 
added  by  the  current  amendmentwith  markings  pursuant  to 
paragraph  (b)(2)(i)(C)  of  this  section,  except  that  a  patent 
claim  or  added  claim  should  be  cancelled  by  a  statement 
cancelling  the  patent  claim  or  added  claim  without  presenta- 
tion of  the  text  of  the  patent  claim  or  added  claim. 

(B)  Patent  claims  must  not  be  renumbered  and  the  number- 
ing of  any  claims  added  to  the  patent  must  follow  the  number 
of  the  highest  numbered  patent  claim. 

(C)  Underlining  below  the  subject  matter  added  to  the  patent 
and  brackets  around  the  subject  matter  deleted  from  the  patent 
are  to  be  used  to  mark  the  amendments  being  made.  If  a  claim 
is  amended  pursuant  to  paragraph  (b)(2)(i)(A)  of  this  section, 
a  parenthetical  expression  "amended,"  "twice  amended,"  etc., 
should  follow  the  original  claim  number. 

(ii)  Each  amendment  submission  must  set  forth  the  status 
(i.e.,  pending  or  cancelled)  as  of  the  date  of  the  amendment,  of 
all  patent  claims  and  of  all  added  claims. 


(iii)  Each  amendment  when  originally  submitted  must  be 
accompanied  by  an  explanation  of  the  support  in  the  disclosure 
of  the  patent  for  the  amendment  along  with  any  additional 
comments  on  page(s)  separate  from  the  page(s)  containing  the 
amendment. 

(3)  Drawings. 

(i)  Amendments  to  the  original  patent  drawings  are  not 
permitted.  Any  change  to  the  patent  drawings  must  be  by  way 
of  a  new  sheet  of  drawings  with  the  amended  figures  identified 
as  "amended"  and  with  added  figures  identified  as  "new"  for 
each  sheet  changed  submitted  in  compliance  with  §  1.84. 

(ii)  Where  a  change  to  the  drawings  is  desired,  a  sketch  in 
permanent  ink  showing  proposed  changes  in  red,  to  become 
part  of  the  record,  must  be  filed  for  approval  by  the  examiner 
and  should  be  in  a  separate  paper. 

(4)  The  disclosure  must  be  amended,  when  required  by  the 
Office,  to  correct  inaccuracies  of  description  and  definition, 
and  to  secure  substantial  correspondence  between  the  claims, 
the  remainder  of  the  specification,  and  the  drawings. 

(5)  No  reissue  patent  shall  be  granted  enlarging  the  scope  of 
the  claims  of  the  original  patent  unless  applied  for  within  two 
years  from  the  grant  of  the  original  patent,  pursuant  to  35 
U.S.C.  251.  No  amendment  to  the  patent  may  introduce  new 
matter  or  be  made  in  an  expired  patent. 

(6)  All  amendments  must  be  made  relative  to  the  patent 
specification,  including  the  claims,  and  drawings,  which  is  in 
effect  as  of  the  date  of  fifing  of  the  reissue  application. 

(c)  Amendments  in  reexamination  proceedings:  Any  pro- 
posed amendment  to  the  description  and  claims  in  patents 
involved  in  reexamination  proceedings  must  be  made  in 
accordance  with  §  1.530(d). 

53.  Section  1.122  is  removed  and  reserved. 
§  1.122  [Reserved] 

54.  Section  1.123  is  removed  and  reserved. 
§  1.123  [Reserved] 

55.  Section  1.124  is  removed  and  reserved. 
§  1.124  [Reserved] 

56.  Section  1.125  is  revised  to  read  as  follows: 
§  1.125  Substitute  specification. 

(a)  If  the  number  or  nature  of  the  amendments  or  the 
legibihty  of  the  application  papers  renders  it  difficult  to 
consider  the  application,  or  to  arrange  the  papers  for  printing  or 
copying,  the  Office  may  require  the  entire  specification, 
including  the  claims,  or  any  part  thereof,  be  rewritten. 

(b)  A  substitute  specification,  excluding  the  claims,  may  be 
filed  at  any  point  up  to  payment  of  the  issue  fee  if  it  is 
accompanied  by: 

(1)  A  statement  that  the  substitute  specification  includes  no 
new  matter;  and 

(2)  A  marked-up  copy  of  the  substitute  specification  show- 
ing the  matter  being  added  to  and  the  matter  being  deleted 
from  the  specification  of  record. 

(c)  A  substitute  specification  submitted  under  this  section 
must  be  submitted  in  clean  form  without  markings  as  to 
amended  material. 

(d)  A  substitute  specification  under  this  section  is  not 
permitted  in  a  reissue  apphcation  or  in  a  reexamination 
proceeding. 

57.  Section  1.126  is  revised  to  read  as  follows: 
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§  1.126  Numbering  of  claims.  The  original  numbering  of  the 
claims  must  be  preserved  throughout  the  prosecution.  When 
claims  are  canceled  the  remaining  claims  must  not  be  renum- 
bered. When  claims  are  added,  they  must  be  numbered  by  the 
applicant  consecutively  beginning  with  the  number  next  fol- 
lowing the  highest  numbered  claim  previously  presented 
(whether  entered  or  not).  When  the  application  is  ready  for 
allowance,  the  examiner,  if  necessary,  will  renumber  the  claims 
consecutively  in  the  order  in  which  they  appear  or  in  such 
order  as  may  have  been  requested  by  apphcant. 

58.  Section  1.133  is  amended  by  revising  paragraph  (b)  to  read 
as  follows: 

§  1.133  Interviews. 


(b)  In  every  instance  where  reconsideration  is  requested  in 
view  of  an  interview  with  an  examiner,  a  complete  written 
statement  of  the  reasons  presented  at  the  interview  as  warrant- 
ing favorable  action  must  be  filed  by  the  applicant.  An 
interview  does  not  remove  the  necessity  for  reply  to  Office 
actions  as  specified  in  §  1.111  and  §  1.135. 

59.  The  undesignated  center  heading  in  Subpart  B-National 
Processing  Provisions,  following  §  1.133  is  revised  to  read  as 
follows: 

TIME  FOR  REPLY  BY  APPLICANT; 
ABANDONMENT  OF  APPLICATION 

60.  Section  1.134  and  its  heading  are  revised  to  read  as 
follows: 

§  1.134  Time  period  for  reply  to  an  Office  action. 

An  Office  action  will  notify  the  applicant  of  any  non-statutory 
or  shortened  statutory  time  period  set  for  reply  to  an  Office 
action.  Unless  the  applicant  is  notified  in  writing  that  a  reply  is 
required  in  less  than  six  months,  a  maximum  period  of  six 
months  is  allowed. 

61.  Section  1.135  and  its  heading  are  revised  to  read  as 
follows: 

§  1.135  Abandonment  for  failure  to  reply  within  time 
period. 

(a)  If  an  applicant  of  a  patent  application  fails  to  reply  within 
the  time  period  provided  under  §  1.134  and  §  1.136,  the 
application  will  become  abandoned  unless  an  Office  action 
indicates  otherwise. 

(b)  Prosecution  of  an  application  to  save  it  from  abandon- 
ment pursuant  to  paragraph  (a)  of  this  section  must  include 
such  complete  and  proper  reply  as  the  condition  of  the 
application  may  require.  The  admission  of,  or  refusal  to  admit, 
any  amendment  after  final  rejection  or  any  amendment  not 
responsive  to  the  last  action,  or  any  related  proceedings,  will 
not  operate  to  save  the  application  from  abandonment. 

(c)  When  reply  by  the  applicant  is  a  bona  fide  attempt  to 
advance  the  application  to  final  action,  and  is  substantially  a 
complete  reply  to  the  non-final  Office  action,  but  consideration 
of  some  matter  or  compliance  with  some  requirement  has  been 
inadvertently  omitted,  applicant  may  be  given  a  new  time 
period  for  reply  under  §  1.134  to  supply  the  omission. 

62.  Section  1.136  and  its  heading  are  revised  to  read  as 
follows: 

§  1.136  Extensions  of  time. 

(a)(1)  If  an  applicant  is  required  to  reply  within  a  nonstatu- 
tory or  shortened  statutory  time  period,  applicant  may  extend 
the  time  period  for  reply  up  to  the  earher  ol  the  expiration  of 
any  maximum  period  set  by  statute  or  five  months  after  the 
time  period  set  for  reply,  if  a  petition  for  an  extension  of  time 
and  the  fee  set  in  §  1.17(a)  are  filed,  unless: 

(i)  Applicant  is  notified  otherwise  in  an  Office  action; 


(ii)  The  reply  is  a  reply  brief  submitted  pursuant  to  § 
1.193(b); 

(iii)  The  reply  is  a  request  for  an  oral  hearing  submitted 
pursuant  to  §  1.194(b); 

(iv)  The  reply  is  to  a  decision  by  the  Board  of  Patent  Appeals 
and  Interferences  pursuant  to  §  1.196,  §  1.197  or  §  1.304;  or 

(v)  The  application  is  involved  in  an  interference  declared 
pursuant  to  §  1.611. 

(2)  The  date  on  which  the  petition  and  the  fee  have  been 
filed  is  the  date  for  purposes  of  determining  the  period  of 
extension  and  the  corresponding  amount  of  the  fee.  The 
expiration  of  the  time  period  is  determined  by  the  amount  of 
the  fee  paid.  A  reply  must  be  filed  prior  to  the  expiration  of  the 
period  of  extension  to  avoid  abandonment  of  the  application  (§ 
1.135),  but  in  no  situation  may  an  applicant  reply  later  than  the 
maximum  time  period  set  by  statute,  or  be  granted  an  extension 
of  time  under  paragraph  (b)  of  this  section  when  the  provisions 
of  this  paragraph  are  available.  See  §  1.136(b)  for  extensions 
of  time  relating  to  proceedings  pursuant  to  §  1.193(b),  §  1.194, 
§  1.196  or  §  1.197;  §  1.304  for  extension  of  time  to  appeal  to 
the  U.S.  Court  of  Appeals  for  the  Federal  Circuit  or  to 
commence  a  civil  action;  §  1.550(c)  for  extension  of  time  in 
reexamination  proceedings;  and  §  1.645  for  extension  of  time 
in  interference  proceedings. 

(3)  A  written  request  may  be  submitted  in  an  application  that 
is  an  authorization  to  treat  any  concurrent  or  future  reply, 
requiring  a  petition  for  an  extension  of  time  under  this 
paragraph  for  its  timely  submission,  as  incorporating  a  petition 
for  extension  of  time  for  the  appropriate  length  of  time.  An 
authorization  to  charge  all  required  fees,  fees  under  §  1.17,  or 
all  required  extension  of  time  fees  will  be  treated  as  a 
constructive  petition  for  an  extension  of  time  in  any  concurrent 
or  future  reply  requiring  a  petition  for  an  extension  of  time 
under  this  paragraph  for  its  timely  submission.  Submission  of 
the  fee  set  forth  in  §  1.17(a)  will  also  be  treated  as  a 
constructive  petition  for  an  extension  of  time  in  any  concurrent 
reply  requiring  a  petition  for  an  extension  of  time  under  this 
paragraph  for  its  timely  submission. 

(b)  When  a  reply  cannot  be  filed  within  the  time  period  set 
for  such  reply  and  the  provisions  of  paragraph  (a)  of  this 
section  are  not  available,  the  period  for  reply  will  be  extended 
only  for  sufficient  cause  and  for  a  reasonable  time  specified. 
Any  request  for  an  extension  of  time  under  this  paragraph  must 
be  filed  on  or  before  the  day  on  which  such  reply  is  due,  but  the 
mere  filing  of  such  a  request  will  not  effect  any  extension  under 
this  paragraph.  In  no  situation  can  any  extension  carry  the  date 
on  which  reply  is  due  beyond  the  maximum  time  period  set  by 
statute.  See  §  1.304  for  extension  of  time  to  appeal  to  the  U.S. 
Court  of  Appeals  for  the  Federal  Circuit  or  to  commence  a  civil 
action;  §  1.645  for  extension  of  time  in  interference  proceed- 
ings; and  §  1.550(c)  for  extension  of  time  in  reexamination 
proceedings. 

63.  Section   1.137  and  its  heading  are  revised  to  read  as 
follows: 

§  1.137  Revival  of  abandoned  application  or  lapsed  patent. 

(a)  Unavoidable.  Where  the  delay  in  reply  was  unavoidable, 
a  petition  may  be  filed  to  revive  an  abandoned  application  or  a 
lapsed  patent  pursuant  to  this  paragraph.  A  grantable  petition 
pursuant  to  this  paragraph  must  be  accompanied  by: 

(1)  The  required  reply,  unless  previously  filed.  In  a  nonpro- 
visional  application  abandoned  for  failure  to  prosecute,  the 
required  reply  may  be  met  by  the  filing  of  a  continuing 
application.  In  an  application  or  patent,  abandoned  or  lapsed 
for  failure  to  pay  the  issue  fee  or  any  portion  thereof,  the 
required  reply  must  be  the  payment  of  the  issue  fee  or  any 
outstanding  balance  thereof; 

(2)  The  petition  fee  as  set  forth  in  §  1.17(1); 

(3)  A  showing  to  the  satisfaction  of  the  Commissioner  that 
the  entire  delay  in  filing  the  required  reply  from  the  due  date 
for  the  reply  until  the  filing  of  a  grantable  petition  pursuant  to 
this  paragraph  was  unavoidable;  and 
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(4)  Any  terminal  disclaimer  (and  fee  as  set  forth  in  § 
1.20(d))  required  pursuant  to  paragraph  (c)  of  this  section. 

(b)  Unintentional.  Where  the  delay  in  reply  was  uninten- 
tional, a  petition  may  be  filed  to  revive  an  abandoned  appli- 
cation or  a  lapsed  patent  pursuant  to  this  paragraph.  A 
grantable  petition  pursuant  to  this  paragraph  must  be  accom- 
panied by: 

(1)  The  required  reply,  unless  previously  filed.  In  a  nonpro- 
visional  application  abandoned  for  failure  to  prosecute,  the 
required  reply  may  be  met  by  the  filing  of  a  continuing 
application.  In  an  application  or  patent,  abandoned  or  lapsed 
for  failure  to  pay  the  issue  fee  or  any  portion  thereof,  the 
required  reply  must  be  the  payment  of  the  issue  fee  or  any 
outstanding  balance  thereof; 

(2)  The  petition  fee  as  set  forth  in  §  1.17(m); 

(3)  A  statement  that  the  entire  delay  in  filing  the  required 
reply  from  the  due  date  for  the  reply  until  the  filing  of  a 
grantable  petition  pursuant  to  this  paragraph  was  unintentional. 
The  Commissioner  may  require  additional  information  where 
there  is  a  question  whether  the  delay  was  unintentional;  and 

(4)  Any  terminal  disclaimer  (and  fee  as  set  forth  in  § 
1.20(d))  required  pursuant  to  paragraph  (c)  of  this  section. 

(c)  In  a  design  application,  a  utility  application  filed  before 
June  8,  1995,  or  a  plant  apphcation  filed  before  June  8,  1995, 
any  petition  to  revive  pursuant  to  this  section  must  be 
accompanied  by  a  terminal  disclaimer  and  fee  as  set  forth  in  § 
1.321  dedicating  to  the  public  a  terminal  part  of  the  term  of  any 
patent  granted  thereon  equivalent  to  the  period  of  abandon- 
ment of  the  application.  Any  terminal  disclaimer  pursuant  to 
this  paragraph  must  also  apply  to  any  patent  granted  on  any 
continuing  application  that  contains  a  specific  reference  under 
35  U.S.C.  120,  121.  or  365(c)  to  the  application  for  which 
revival  is  sought.  The  provisions  of  this  paragraph  do  not  apply 
to  lapsed  patents. 

(d)  Any  request  for  reconsideration  or  review  of  a  decision 
refusing  to  revive  an  abandoned  application  or  lapsed  patent 
upon  petition  filed  pursuant  to  this  section,  to  be  considered 
timely,  must  be  filed  within  two  months  of  the  decision 
refusing  to  revive  or  within  such  time  as  set  in  the  decision. 
Unless  a  decision  indicates  otherwise,  this  time  period  may  be 
extended  under  the  provisions  of  §  1.136. 

(e)  A  provisional  application,  abandoned  for  failure  to  timely 
respond  to  an  Office  requirement,  may  be  revived  pursuant  to 
this  section  so  as  to  be  pending  for  a  period  of  no  longer  than 
twelve  months  from  its  filing  date.  Under  no  circumstances 
will  a  provisional  application  be  regarded  as  pending  after 
twelve  months  from  its  filing  date. 

64.  Section  1.139  is  removed  and  reserved. 
§  1.139  [Reserved] 

65.  Section  1.142  is  amended  by  revising  paragraph  (a)  to  read 
as  follows: 

§  1.142  Requirement  for  restriction. 

(a)  If  two  or  more  independent  and  distinct  inventions  are 
claimed  in  a  single  application,  the  examiner  in  an  Office 
action  will  require  the  applicant  in  the  reply  to  that  action  to 
elect  an  invention  to  which  the  claims  will  be  restricted,  this 
official  action  being  called  a  requirement  for  restriction  (also 
known  as  a  requirement  for  division).  Such  requirement  will 
normally  be  made  before  any  action  on  the  merits;  however,  it 
may  be  made  at  any  time  before  final  action. 

***** 


66.  Section  1.144  is  revised  to  read  as  follows: 

§  1.144  Petition  from  requirement  for  restriction. 

After  a  final  requirement  for  restriction,  the  applicant,  in 
addition  to  making  any  reply  due  on  the  remainder  of  the 
action,  may  petition  the  Commissioner  to  review  the  require- 
ment. Petition  may  be  deferred  until  after  final  action  on  or 


allowance  of  claims  to  the  invention  elected,  but  must  be  filed 
not  later  than  appeal.  A  petition  will  not  be  considered  if 
reconsideration  of  the  requirement  was  not  requested  (see  § 
1.181). 

67.  Section  1.146  is  revised  to  read  as  follows: 

§  1.146  Election  of  species. 

In  the  first  action  on  an  application  containing  a  generic  claim 
to  a  generic  invention  (genus)  and  claims  to  more  than  one 
patentably  distinct  species  embraced  thereby,  the  examiner 
may  require  the  applicant  in  the  reply  to  that  action  to  elect  a 
species  of  his  or  her  invention  to  which  his  or  her  claim  will  be 
restricted  if  no  claim  to  the  genus  is  found  to  be  allowable. 
However,  if  such  application  contains  claims  directed  to  more 
than  a  reasonable  number  of  species,  the  examiner  may  require 
restriction  of  the  claims  to  not  more  than  a  reasonable  number 
of  species  before  taking  further  action  in  the  application. 

68.  Section  1.152  is  revised  to  read  as  follows: 
§  1.152  Design  drawings. 

(a)  The  design  must  be  represented  by  a  drawing  that 
complies  with  the  requirements  of  §  1.84,  and  must  contain  a 
sufficient  number  of  views  to  constitute  a  complete  disclosure 
of  the  appearance  of  the  design. 

(1)  Appropriate  and  adequate  surface  shading  should  be 
used  to  show  the  character  or  contour  of  the  surfaces  repre- 
sented. Solid  black  surface  shading  is  not  permitted  except 
when  used  to  represent  the  color  black  as  well  as  color 
contrast.  Broken  lines  may  be  used  to  show  visible  environ- 
mental structure,  but  may  not  be  used  to  show  hidden  planes 
and  surfaces  which  cannot  be  seen  through  opaque  materials. 
Alternate  positions  of  a  design  component,  illustrated  by  full 
and  broken  lines  in  the  same  view  are  not  permitted  in  a  design 
drawing. 

(2)  Color  photographs  and  color  drawings  are  not  permitted 
in  design  applications  in  the  absence  of  a  grantable  petition 
pursuant  to  §  1.84(a)(2).  Photographs  and  ink  drawings  are  not 
permitted  to  be  combined  as  formal  drawings  in  one  applica- 
tion. Photographs  submitted  in  lieu  of  ink  drawings  in  design 
patent  applications  must  comply  with  §  1.84(b)  and  must  not 
disclose  environmental  structure  but  must  be  limited  to  the 
design  for  the  article  claimed. 

(b)  Any  detail  shown  in  the  ink  or  color  drawings  or 
photographs  (formal  or  informal)  deposited  with  the  original 
application  papers  constitutes  an  integral  part  of  the  disclosed 
and  claimed  design,  except  as  otherwise  provided  in  this 
paragraph.  This  detail  may  include,  but  is  not  limited  to,  color 
or  contrast,  graphic  or  written  indicia,  including  identifying 
indicia  of  a  proprietary  nature,  surface  ornamentation  on  an 
article,  or  any  combination  thereof. 

(1)  When  any  detail  shown  in  informal  drawings  or  photo- 
graphs does  not  constitute  an  integral  part  of  the  disclosed  and 
claimed  design,  a  specific  disclaimer  must  appear  in  the 
original  application  papers  either  in  the  specification  or  di- 
rectly on  the  drawings  or  photographs.  This  specific  disclaimer 
in  the  original  application  papers  will  provide  antecedent  basis 
for  the  omission  of  the  disclaimed  detail(s)  in  later-filed 
drawings  or  photographs. 

(2)  When  informal  color  drawings  or  photographs  are 
deposited  with  the  original  application  papers  without  a 
disclaimer  pursuant  to  paragraph  (b)(1)  of  this  section,  formal 
color  drawings  or  photographs,  or  a  black  and  white  drawing 
lined  to  represent  color,  will  be  required. 

69.  Section  1.154  is  amended  by  revising  its  heading  and 
paragraph  (a)(3)  as  to  readfoUows: 

§  1.154  Arrangement  of  application  elements. 

( c\i    ■¥    ^    ^ 

(3)  Preamble,  stating  name  of  the  applicant,  title  of  the 
design,  and  a  brief  description  of  the  nature  and  intended  use 
of  the  article  in  which  the  design  is  embodied. 
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70.  Section  1.155  and  its  heading  are  revised  to  read  as 
follows: 

§  1.155  Issue  of  design  patents. 

If,  on  examination,  it  appears  that  the  applicant  is  entitled  to  a 
design  patent  under  the  law,  a  notice  of  allowance  will  be  sent 
to  the  applicant,  or  applicant's  attorney  or  agent,  calling  for  the 
payment  of  the  issue  fee  (§  1.18(b)).  If  this  issue  fee  is  not  paid 
within  three  months  of  the  date  of  the  notice  of  allowance,  the 
application  shall  be  regarded  as  abandoned. 

71.  Section  1.163  is  amended  by  revising  its  heading  and 
paragraph  (b)  to  read  as  follows: 

§  1.163  Specification  and  arrangement  of  application  ele- 
ments. 

(b)  Two  copies  of  the  specification  (including  the  claim) 
must  be  submitted,  but  only  one  signed  oath  or  declaration  is 
required. 

72.  Section  1.167  is  revised  to  read  as  follows: 

§  1.167  Examination. 

Applications  may  be  submitted  by  the  Patent  and  Trademark 
Office  to  the  Department  of  Agriculture  for  study  and  report. 

73.  Section  1.171  is  revised  to  read  as  follows: 

§  1.171  Application  for  reissue. 

An  application  for  reissue  must  contain  the  same  parts  required 
for  an  application  for  an  original  patent,  complying  with  all  the 
rules  relating  there  to  except  as  otherwise  provided,  and  in 
addition,  must  comply  with  the  requirements  of  the  rules 
relating  to  reissue  applications. 

74.  Section  1.172  is  amended  by  revising  paragraph  (a)  to  read 
as  follows: 

§  1.172  Applicants,  assignees. 

(a)  A  reissue  oath  must  be  signed  and  sworn  to  or  declaration 
made  by  the  inventor  or  inventors  except  as  otherwise  pro- 
vided (see  §  1.42,  §  1.43,  §  1.47),  and  must  be  accompanied  by 
the  written  consent  of  all  assignees,  if  any,  owning  an 
undivided  interest  in  the  patent,  but  a  reissue  oath  may  be  made 
and  sworn  to  or  declaration  made  by  the  assignee  of  the  entire 
interest  if  the  application  does  not  seek  to  enlarge  the  scope  of 
the  claims  of  the  original  patent.  All  assignees  consenting  to 
the  reissue  must  establish  their  ownership  interest  in  the  patent 
by  filing  in  the  reissue  application  a  submission  in  accordance 
with  the  provisions  of  §  3.73(b). 


(b)(1)  For  any  error  corrected,  which  is  not  covered  by  the 
oath  or  declaration  submitted  under  paragraph  (a)  of  this 
section,  applicant  must  submit  a  supplemental  oath  or  decla- 
ration stating  that  every  such  error  arose  without  any  deceptive 
intention  on  the  pait  of  the  applicant.  Any  supplemental  oath  or 
declaration  required  by  this  paragraph  must  be  submitted 
before  allowance  and  may  be  submitted: 

(i)  With  any  amendment  prior  to  allowance;  or 

(ii)  In  order  to  overcome  a  rejection  under  35  U.S.C.  251 
made  by  the  examiner  where  it  is  indicated  that  the  submission 
of  a  supplemental  oath  or  declaration  as  required  byt  his 
paragraph  will  overcome  the  rejection. 

(2)  For  any  error  sought  to  be  corrected  after  allowance,  a 
supplemental  oath  or  declaration  must  accompany  the  re- 
quested correction  stating  that  the  error(s)  to  be  corrected  arose 
without  any  deceptive  intention  on  the  part  of  the  applicant. 

(c)  Having  once  stated  an  error  upon  which  the  reissue  is 
based,  as  set  forth  in  paragraph  (a)(1),  unless  all  errors 
previously  stated  in  the  oath  or  declaration  are  no  longer  being 
corrected,  a  subsequent  oath  or  declaration  under  paragraph  (b) 
of  this  section  need  not  specifically  identify  any  other  error  or 
errors  being  corrected. 

(d)  The  oath  or  declaration  required  by  paragraph  (a)  of  this 
section  may  be  submitted  under  the  provisions  of  §  1.53(f). 

76.  Section  1.182  is  revised  to  read  as  follows: 

§  1.182  Questions  not  specifically  provided  for. 

All  situations  not  specifically  provided  for  in  the  regulations  of 
this  part  will  be  decided  in  accordance  with  the  merits  of  each 
situation  by  or  under  the  authority  of  the  Commissioner, 
subject  to  such  other  requirements  as  may  be  imposed,  and 
such  decision  will  be  communicated  to  the  interested  parties  in 
writing.  Any  petition  seeking  a  decision  under  this  section 
must  be  accompanied  by  the  petition  fee  set  forth  in  §  1.17(h). 

77.  Section  1.184  is  removed  and  reserved. 
§  1.184  [Reserved] 

78.  Section  1.191  is  amended  by  revising  paragraphs  (a)  and 
(b)  to  read  as  follows: 

§  1.191  Appeal  to  Board  of  Patent  Appeals  and  Interfer- 
ences. 

(a)  Every  applicant  for  a  patent  or  for  reissue  of  a  patent,  and 
every  owner  of  a  patent  under  reexamination,  any  of  whose 
claims  has  been  twice  or  finally  (§  1.113)  rejected,  may  appeal 
from  the  decision  of  the  examiner  to  the  Board  of  Patent 
Appeals  and  Interferences  by  filing  a  notice  of  appeal  and  the 
fee  set  forth  in  §  1.17(b)  within  the  time  period  provided  under 
§  1.134  and  §  1.136  for  reply. 

(b)  The  signature  requirement  of  §  1.33  does  not  apply  to  a 
notice  of  appeal  filed  under  this  section. 


75.  Section  1.175  is  amended  by  revising  paragraphs  (a)  and 
(b)  and  adding  paragraphs  (c)  and  (d)  to  read  as  follows: 

§  1.175  Reissue  oath  or  declaration. 

(a)  The  reissue  oath  or  declaration  in  addition  to  complying 
with  the  requirements  of  §  1.63,  must  also  state  that: 

(1)  The  applicant  believes  the  original  patent  to  be  wholly  or 
partly  inoperative  or  invalid  by  reason  of  a  defective  specifi- 
cation or  drawing,  or  by  reason  of  the  patentee  claiming  more 
or  less  than  the  patentee  had  the  right  to  claim  in  the  patent, 
stating  at  least  one  error  being  relied  upon  as  the  basis  for 
reissue;  and 

(2)  All  errors  being  corrected  in  the  reissue  apphcation  up  to 
the  time  of  filing  of  the  oath  or  declaration  under  this 
paragraph  arose  without  any  deceptive  intention  on  the  part  of 
the  applicant. 


79.  Section  1.192  is  amended  by  revising  paragraph  (a)  to  read 
as  follows: 

§  1.192  Appellant's  brief. 

(a)  Appellant  must,  within  two  months  from  the  date  of  the 
notice  of  appeal  under  §  1.191  or  within  the  time  allowed  for 
reply  to  the  action  from  which  the  appeal  was  taken,  if  such 
time  is  later,  file  a  brief  in  triplicate.  The  brief  must  be 
accompanied  by  the  fee  set  forth  in  §  1.17(c)  and  must  set  forth 
the  authorities  and  arguments  on  which  appellant  will  rely  to 
maintain  the  appeal.  Any  arguments  or  authorities  not  included 
in  the  brief  will  be  refused  consideration  by  the  Board  of 
Patent  Appeals  and  Interferences,  unless  good  cause  is  shown. 

80.  Section   1.193  and  its  heading  are  revised  to  read  as 
follows: 
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§  1.193  Examiner's  answer  and  reply  brief. 

(a)(1)  The  primary  examiner  may,  within  such  time  as  may 
be  directed  by  the  Commissioner,  furnish  a  written  statement  in 
answer  to  appellant's  brief  including  such  explanation  of  the 
invention  claimed  and  of  the  references  and  grounds  of 
rejection  as  may  be  necessary,  supplying  a  copy  to  appellant.  If 
the  primary  examiner  finds  that  the  appeal  is  not  regular  in 
form  or  does  not  relate  to  an  appealable  action,  the  primary 
examiner  shall  so  state. 

(2)  An  examiner's  answer  must  not  include  a  new  ground  of 
rejection,  but  if  an  amendment  under  §  1.116  proposes  to  add 
or  amend  one  or  more  claims  and  appellant  was  advised  that 
the  amendment  under  §  1.116  would  be  entered  for  purposes  of 
appeal  and  which  individual  rejection(s)  set  forth  in  the  action 
from  which  the  appeal  was  taken  would  be  used  to  reject  the 
added  or  amended  claim(s),  then  the  appeal  brief  must  address 
the  rejection(s)  of  the  claim(s)  added  or  amended  by  the 
amendment  under  §  1.116  as  appellant  was  so  advised  and  the 
examiner's  answer  may  include  the  rejection(s)  of  the  claim(s) 
added  or  amended  by  the  amendment  under  §  1.116  as 
appellant  was  so  advised.  The  filing  of  an  amendment  under  § 
1.116  which  is  entered  for  purposes  of  appeal  represents 
appellant's  consent  that  when  so  advised  any  appeal  proceed 
on  those  claim(s)  added  or  amended  by  the  amendment  under 
§  1.116  subject  to  any  rejection  set  forth  in  the  action  from 
which  the  appeal  was  taken. 

(b)(1)  Appellant  may  file  a  reply  brief  to  an  examiner's 
answer  within  two  months  from  the  date  of  such  examiner's 
answer.  See  §  1.136(b)  for  extensions  of  time  for  filing  a  reply 
brief  in  a  patent  application  and  §  1.550(c)  for  extensions  of 
time  for  filing  a  reply  brief  in  a  reexamination  proceeding.  The 
primary  examiner  must  either  acknowledge  receipt  and  entry 
of  the  reply  brief  or  withdraw  the  final  rejection  and  reopen 
prosecution  to  respond  to  the  reply  brief.  A  supplemental 
examiner's  answer  is  not  permitted,  unless  the  application  has 
been  remanded  by  the  Board  of  Patent  Appeals  and  Interfer- 
ences for  such  purpose. 

(2)  Where  prosecution  is  reopened  by  the  primary  examiner 
after  an  appeal  or  reply  brief  has  been  filed,  appellant  must 
exercise  one  of  the  following  two  options  to  avoid  abandon- 
ment of  the  application: 

(i)  File  a  reply  under  §  1 . 1 1 1 ,  if  the  Ofi&ce  action  is  not  final, 
or  a  reply  under  §  1.113,  if  the  Office  action  is  final;  or 

(ii)  Request  reinstatement  of  the  appeal.  If  reinstatement  of 
the  appeal  is  requested,  such  request  must  be  accompanied  by 
a  supplemental  appeal  brief,  but  no  new  amendments,  affida- 
vits (§  1.130,  §  1.131  or  §  1.132)  or  other  evidence  are 
permitted. 

81.  Section  1.194  is  revised  to  read  as  follows: 

§  1.194  Oral  hearing. 

(a)  An  oral  hearing  should  be  requested  only  in  those 
circumstances  in  which  appellant  considers  such  a  hearing 
necessary  or  desirable  for  a  proper  presentation  of  the  appeal. 
An  appeal  decided  without  an  oral  hearing  will  receive  the 
same  consideration  by  the  Board  of  Patent  Appeals  and 
Interferences  as  appeals  decided  after  oral  hearing. 

(b)  If  appellant  desires  an  oral  hearing,  appellant  must  file, 
in  a  separate  paper,  a  written  request  for  such  hearing  accom- 
panied by  the  fee  set  forth  in  §  1.17(d)  within  two  months  from 
the  date  of  the  examiner's  answer.  If  appellant  requests  an  oral 
hearing  and  submits  therewith  the  fee  set  forth  in  §  1.17(d),  an 
oral  argument  may  be  presented  by,  or  on  behalf  of,  the 
primary  examiner  if  considered  desirable  by  either  the  primary 
examiner  or  the  Board.  See  §  1.136(b)  for  extensions  of  time 
for  requesting  an  oral  hearing  in  a  patent  application  and  § 
1.550(c)  for  extensions  of  time  for  requesting  an  oral  hearing 
in  are  examination  proceeding. 

(c)  If  no  request  and  fee  for  oral  hearing  have  been  timely 
filed  by  appellant,  the  appeal  will  be  assigned  for  consideration 
and  decision.  If  appellant  has  requested  an  oral  hearing  and  has 
submitted  the  fee  set  forth  in  §  1.17(d),  a  day  of  hearing  will 
be  set,  and  due  notice  thereof  given  to  appellant  and  to  the 
primary  examiner.  A  hearing  will  be  held  as  stated  in  the 


notice,  and  oral  argument  will  be  limited  to  twenty  minutes  for 
appellant  and  fifteen  minutes  for  the  primary  examiner  unless 
otherwise  ordered  before  the  hearing  begins.  If  the  Board 
decides  that  a  hearing  is  not  necessary,  the  Board  will  so  notify 
appellant. 

82.  Section  1.196  is  amended  by  revising  paragraphs  (b)  and 
(d)  to  read  as  follows: 

§  1.196  Decision  by  the  Board  of  Patent  Appeals  and 
Interferences. 

(b)  Should  the  Board  of  Patent  Appeals  and  Interferences 
have  knowledge  of  any  grounds  not  involved  in  the  appeal  for 
rejecting  any  pending  claim,  it  may  include  in  the  decision  a 
statement  to  that  effect  with  its  reasons  for  so  holding,  which 
statement  constitutes  a  new  ground  of  rejection  of  the  claim.  A 
new  ground  of  rejection  shall  not  be  considered  final  for 
purposes  of  judicial  review.  When  the  Board  of  Patent  Appeals 
and  Interferences  makes  a  new  ground  of  rejection,  the 
appellant,  within  two  months  from  the  date  of  the  decision, 
must  exercise  one  of  the  following  two  options  with  respect  to 
the  new  ground  of  rejection  to  avoid  termination  of  proceed- 
ings (§  1.197(c))  as  to  the  rejected  claims: 

(1)  Submit  an  appropriate  amendment  of  the  claims  so 
rejected  or  a  showing  of  facts  relating  to  the  claims  so  rejected, 
or  both,  and  have  the  matter  reconsidered  by  the  examiner,  in 
which  event  the  application  will  be  remanded  to  the  examiner. 
The  new  ground  of  rejection  is  binding  upon  the  examiner 
unless  an  amendment  or  showing  of  facts  not  previously  of 
record  be  made  which,  in  the  opinion  of  the  examiner, 
overcomes  the  new  ground  of  rejection  stated  in  the  decision. 
Should  the  examiner  reject  the  claims,  appellant  may  again 
appeal  pursuant  to  §  1.191  through  §  1.195  to  the  Board  of 
Patent  Appeals  and  Interferences. 

(2)  Request  that  the  application  be  reheard  under  §  1.197(b) 
by  the  Board  of  Patent  Appeals  and  Interferences  upon  the 
same  record.  The  request  for  rehearing  must  address  the  new 
ground  of  rejection  and  state  with  particularity  the  points 
believed  to  have  been  misapprehended  or  overlooked  in 
rendering  the  decision  and  also  state  all  other  grounds  upon 
which  rehearing  is  sought.  Where  request  for  such  rehearing  is 
made,  the  Board  of  Patent  Appeals  and  Interferences  shall 
rehear  the  new  ground  of  rejection  and,  if  necessary,  render 
anew  decision  which  shall  include  all  grounds  of  rejection 
upon  which  a  patent  is  refused.  The  decision  on  rehearing  is 
deemed  to  incorporate  the  earlier  decision  for  purposes  of 
appeal,  except  for  those  portions  specifically  withdrawn  on 
rehearing,  and  is  final  for  the  purpose  of  judicial  review,  except 
when  noted  otherwise  in  the  decision. 

(d)  The  Board  of  Patent  Appeals  and  Interferences  may 
require  appellant  to  address  any  matter  that  is  deemed  appro- 
priate for  a  reasoned  decision  on  the  pending  appeal.  Appellant 
will  be  given  a  non-extendable  time  period  within  which  to 
respond  to  such  a  requirement. 

83.  Section  1.197  is  amended  by  revising  paragraphs  (a)  and 
(b)  to  read  as  follows: 

§  1.197  Action  following  decision. 

(a)  After  decision  by  the  Board  of  Patent  Appeals  and 
Interferences,  the  application  will  be  returned  to  the  examiner, 
subject  to  appellant's  right  of  appeal  or  other  review,  for  such 
further  action  by  appellant  or  by  the  examiner,  as  the  condition 
of  the  application  may  require,  to  carry  into  efi'ect  the  decision. 

(b)  Appellant  may  file  a  single  request  for  rehearing  within 
two  months  from  the  date  of  the  original  decision,  unless  the 
original  decision  is  so  modified  by  the  decision  on  rehearing  as 
to  become,  in  efi'ect,  a  new  decision,  and  the  Board  of  Patent 
Appeals  and  Interferences  so  states.  The  request  for  rehearing 
must  state  with  particularity  the  points  beheved  to  have  been 
misapprehended  or  overlooked  in  rendering  the  decision  and 
also  state  all  other  grounds  upon  which  rehearing  is  sought. 
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See  §  1.136(b)  for  extensions  of  time  for  seeking  rehearing  in 
a  patent  application  and  §  1.550(c)  for  extensions  of  time  for 
seeking  rehearing  in  a  reexamination  proceeding. 


84.  Section  §  1.291  is  amended  by  revising  paragraph  (c)  to 
read  as  follows: 

§  1.291  Protests  by  the  public  against  pending  applications. 

(c)  A  member  of  the  public  filing  a  protest  in  an  application 
under  paragraph  (a)  of  this  section  will  not  receive  any 
communications  from  the  Office  relating  to  the  protest,  other 
than  the  return  of  a  self-addressed  postcard  which  the  member 
of  the  public  may  include  with  the  protest  in  order  to  receive 
an  acknowledgment  by  the  Office  that  the  protest  has  been 
received.  In  the  absence  of  a  request  by  the  Office,  an  applicant 
has  no  duty  to,  and  need  not,  reply  to  a  protest.  The  limited 
involvement  of  the  member  of  the  public  filing  a  protest 
pursuant  to  paragraph  (a)  of  this  section  ends  with  the  filing  of 
the  protest,  and  no  further  submission  on  behalf  of  the 
protestor  will  be  considered,  except  for  additional  prior  art,  or 
unless  such  submission  raises  new  issues  which  could  not  have 
been  earlier  presented. 

85.  Section  §  1.293  is  amended  by  revising  paragraph  (c)  to 
read  as  follows: 

§  1.293  Statutory  invention  registration. 

(c)  A  waiver  filed  with  a  request  for  a  statutory  invention 
registration  will  be  effective,  upon  publication  of  the  statutory 
invention  registration,  to  waive  the  inventor's  right  to  receive 
a  patent  on  the  invention  claimed  in  the  statutory  invention 
registration,  in  any  application  for  an  original  patent  which  is 
pending  on,  or  filed  after,  the  date  of  publication  of  the 
statutory  invention  registration.  A  waiver  filed  with  a  request 
for  a  statutory  invention  registration  will  not  affect  the  rights  of 
any  other  inventor  even  if  the  subject  matter  of  the  statutory 
invention  registration  and  an  application  of  another  inventor 
are  commonly  owned.  A  waiver  filed  with  a  request  for  a 
statutory  invention  registration  will  not  affect  any  rights  in  a 
patent  to  the  inventor  which  issued  prior  to  the  date  of 
publication  of  the  statutory  invention  registration  unless  a 
reissue  application  is  filed  seeking  to  enlarge  the  scope  of  the 
claims  of  the  patent.  See  also  §  1.104(c)(5). 

86.  Section  §  1.294  is  amended  by  revising  paragraph  (b)  to 
read  as  follows: 

§  1.294  Examination  of  request  for  publication  of  a  statu- 
tory invention  registration  and  patent  application  to  which 
the  request  is  directed. 

%    :ic    :(;    :(:    :^ 

(b)  Applicant  will  be  notified  of  the  results  of  the  examina- 
tion set  forth  in  paragraph  (a)  of  this  section.  If  the  require- 
ments of  §  1.293  and  this  section  are  not  met  by  the  request 
filed,  the  notification  to  applicant  will  set  a  period  of  time 
within  which  to  comply  with  the  requirements  in  order  to  avoid 
abandonment  of  the  application.  If  the  application  does  not 
meet  the  requirements  of  35  U.S.C.  112,  the  notification  to 
applicant  will  include  a  rejection  under  the  appropriate  provi- 
sions of  35  U.S.C.  112.  The  periods  for  reply  established 
pursuant  to  this  section  are  subject  to  the  extension  of  time 
provisions  of  §  1.136.  After  reply  by  the  applicant,  the 
application  will  again  be  considered  for  publication  of  a 
statutory  invention  registration.  If  the  requirements  of  §  1.293 
and  this  section  are  not  timely  met,  the  refusal  to  publish  will 
be  made  final.  If  the  requirements  of  35  U.S.C.  1 12  are  not  met, 
the  rejection  pursuant  to  35  U.S.C.  112  will  be  made  final. 


87.  Section  §  1.304  is  amended  by  revising  paragraph  (a)(1)  to 
read  as  follows: 


§  1.304  Time  for  appeal  or  civil  action. 

(a)(1)  The  time  for  filing  the  notice  of  appeal  to  the  U.S. 
Court  of  Appeals  for  the  Federal  Circuit  (§  1.302)  or  for 
commencing  a  civil  action  (§  1.303)  is  two  months  from  the 
date  of  the  decision  of  the  Board  of  Patent  Appeals  and 
Interferences.  If  a  request  for  rehearing  or  reconsideration  of 
the  decision  is  filed  within  the  time  period  provided  under  § 
1.197(b)  or  §  1.658(b),  the  time  for  filing  an  appeal  or 
commencing  a  civil  action  shall  expire  two  months  after  action 
on  the  request.  In  interferences,  the  time  for  filing  a  cross- 
appeal  or  cross-action  expires: 

(i)  14  days  after  service  of  the  notice  of  appeal  or  the 
summons  and  complaint;  or 

(ii)  Two  months  after  the  date  of  decision  of  the  Board  of 
Patent  Appeals  and  Interferences,  whichever  is  later. 


88.  Section  §  1.312  is  amended  by  revising  paragraph  (b)  to 
read  as  follows: 

§  1.312  Amendments  after  allowance. 

(b)  Any  amendment  pursuant  to  paragraph  (a)  of  this  section 
filed  after  the  date  the  issue  fee  is  paid  must  be  accompanied 
by  a  petition  including  the  fee  set  forth  in  §  I.17(i)  and  a 
showing  of  good  and  sufficient  reasons  why  the  amendment  is 
necessary  and  was  not  earlier  presented.  For  reissue  applica- 
tions, see  §  1.175(b),  which  requires  a  supplemental  oath  or 
declaration  to  accompany  the  amendment. 

89.  Section  §  1.316  is  revised  to  read  as  follows: 

§  1.316  Application  abandoned  for  failure  to  pay  issue  fee. 

If  the  issue  fee  is  not  paid  within  three  months  from  the  date  of 
the  notice  of  allowance,  the  application  will  be  regarded  as 
abandoned.  Such  an  abandoned  application  will  not  be  consid- 
ered as  pending  before  the  Patent  and  Trademark  Office. 

90.  Section  §  1.317  is  revised  to  read  as  follows: 

§  1.317  Lapsed  patents;  delayed  payment  of  balance  of 
issue  fee. 

If  the  issue  fee  paid  is  the  amount  specified  in  the  notice  of 
allowance,  but  a  higher  amount  is  required  at  the  time  the  issue 
fee  is  paid,  any  remaining  balance  of  the  issue  fee  is  to  be  paid 
within  three  months  from  the  date  of  notice  thereof  and,  if  not 
paid,  the  patent  will  lapse  at  the  termination  of  the  three-month 
period. 

91.  Section  §  1.318  is  removed  and  reserved. 
§  1.318  [Reserved] 

92.  Section  §  1.324  is  revised  to  read  as  follows: 
§  1.324  Correction  of  inventorship  in  patent. 

(a)  Whenever  through  error  a  person  is  named  in  an  issued 
patent  as  the  inventor,  or  through  error  an  inventor  is  not 
named  in  an  issued  patent  and  such  error  arose  without  any 
deceptive  intention  on  his  or  her  part,  the  Commissioner  may, 
on  petition,  or  on  order  of  a  court  before  which  such  matter  is 
called  in  question,  issue  a  certificate  naming  only  the  actual 
inventor  or  inventors.  A  petition  to  correct  inventorship  of  a 
patent  involved  in  an  interference  must  comply  with  the 
requirements  of  this  section  and  must  be  accompanied  by  a 
motion  under  §  1.634. 

(b)  Any  petition  pursuant  to  paragraph  (a)  of  this  section 
must  be  accompanied  by: 

( 1 )  A  statement  from  each  person  who  is  being  added  as  an 
inventor  and  from  each  person  who  is  being  deleted  as  an 
inventor  that  the  inventorship  error  occurred  without  any 
deceptive  intention  on  his  or  her  part; 
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(2)  A  statement  from  the  current  named  inventors  who  have 
not  submitted  a  statement  under  paragraph  (b)(1)  of  this 
section  either  agreeing  to  the  change  of  inventorship  or  stating 
that  they  have  no  disagreement  in  regard  to  the  requested 
change; 

(3)  A  statement  from  all  assignees  of  the  parties  submitting 
a  statement  under  paragraphs  (b)(1)  and  (b)(2)  of  this  section 
agreeing  to  the  change  of  inventorship  in  the  patent,  which 
statement  must  comply  with  the  requirements  of  §  3.73(b);  and 

(4)  The  fee  set  forth  in  §  1.20(b). 

93.  Section  §  1.352  is  removed  and  reserved. 
§  1.352  [Reserved] 

94.  Section  §  1.366  is  amended  by  revising  paragraphs  (b) 
through  (d)  to  read  as  follows: 

§  1.366  Submission  of  maintenance  fees. 

(b)  A  maintenance  fee  and  any  necessary  surcharge  submit- 
ted for  a  patent  must  be  submitted  in  the  amount  due  on  the 
date  the  maintenance  fee  and  any  necessary  surcharge  are  paid. 
A  maintenance  fee  or  surcharge  may  be  paid  in  the  manner  set 
forth  in  §  1.23  or  by  an  authorization  to  charge  a  deposit 
account  established  pursuant  to  §  1.25.  Payment  of  a  mainte- 
nance fee  and  any  necessary  surcharge  or  the  authorization  to 
charge  a  deposit  account  must  be  submitted  within  the  periods 
set  forth  in  §  1.362(d),  (e),  or  (f).  Any  payment  or  authorization 
of  maintenance  fees  and  surcharges  filed  at  any  other  time  will 
not  be  accepted  and  will  not  serve  as  a  payment  of  the 
maintenance  fee  except  insofar  as  a  delayed  payment  of  the 
maintenance  fee  is  accepted  by  the  Commissioner  in  an 
expired  patent  pursuant  to  a  petition  filed  under  §  1.378.  Any 
authorization  to  charge  a  deposit  account  must  authorize  the 
inmiediate  charging  of  the  maintenance  fee  and  any  necessary 
surcharge  to  the  deposit  account.  Payment  of  less  than  the 
required  amount,  payment  in  a  manner  other  than  that  set  forth 
§  1.23,  or  in  the  filing  of  an  authorization  to  charge  a  deposit 
account  having  insufficient  funds  will  not  constitute  payment 
of  a  maintenance  fee  or  surcharge  on  a  patent.  The  procedures 
set  forth  in  §  1.8  or  §  1.10  may  be  utilized  in  paying 
maintenance  fees  and  any  necessary  surcharges. 

(c)  In  submitting  maintenance  fees  and  any  necessary 
surcharges,  identification  of  the  patents  for  which  maintenance 
fees  are  being  paid  must  include  the  following: 

(1)  The  patent  number;  and 

(2)  The  application  number  of  the  United  States  application 
for  the  patent  on  which  the  maintenance  fee  is  being  paid. 

(d)  Payment  of  maintenance  fees  and  any  surcharges  should 
identify  the  fee  being  paid  for  each  patent  as  to  whether  it  is  the 
3  1/2,  7  1/2,  or  11  1/2-year  fee,  whether  small  entity  status  is 
being  changed  or  claimed,  the  amount  of  the  maintenance  fee 
and  any  surcharge  being  paid,  and  any  assigned  customer 
number.  If  the  maintenance  fee  and  any  necessary  surcharge  is 
being  paid  on  a  reissue  patent,  the  payment  must  identify  the 
reissue  patent  by  reissue  patent  number  and  reissue  application 
number  as  required  by  paragraph  (c)  of  this  section  and  should 
also  include  the  original  patent  number. 

3fe    %    %    :f;    ^e 

95.  Section  §  1.377  is  amended  by  revising  paragraph  (c)  to 
read  as  follows: 

§  1.377  Review  of  decision  refusing  to  accept  and  record 
payment  of  a  maintenance  fee  filed  prior  to  expiration  of 
patent. 

***** 

(c)  any  petition  filed  under  this  section  must  comply  with  the 
requirements  of  §  1.181(b)  and  must  be  signed  by  an  attorney 
or  agent  registered  to  practice  before  the  Patent  and  Trademark 
Oflfice,  or  by  the  patentee,  the  assignee,  or  other  party  in 
interest. 


96.  Section  §  1.378  is  amended  by  revising  paragraph  (d)  to 
read  as  follows: 

§  1.378  Acceptance  of  delayed  payment  of  maintenance  fee 
in  expired  patent  to  reinstate  patent. 

(d)  Any  petition  under  this  section  must  be  signed  by  an 
attorney  or  agent  registered  to  practice  before  the  Patent  and 
Trademark  Office,  or  by  the  patentee,  the  assignee,  or  other 
party  in  interest. 

97.  Section  1.425  is  revised  to  read  as  follows: 

§  1.425  Filing  by  other  than  inventor. 

Where  an  international  application  which  designates  the 
United  States  of  America  is  filed  and  where  one  or  more 
inventors  refuse  to  sign  the  Request  for  the  international 
application  or  cannot  be  found  or  reached  after  dihgent  effort, 
the  Request  need  not  be  signed  by  such  inventor  if  it  is  signed 
by  another  applicant.  Such  international  application  must  be 
accompanied  by  a  statement  explaining  to  the  satisfaction  of 
the  Commissioner  the  lack  of  the  signature  concerned. 

98.  Section  1.484  is  amended  by  revising  paragraphs  (d) 
through  (f)  to  read  as  follows: 

§  1.484  Conduct  of  international  preliminary  examination. 

(d)  The  International  Preliminary  Examining  Authority  will 
establish  a  written  opinion  if  any  defect  exists  or  if  the  claimed 
invention  lacks  novelty,  inventive  step  or  industrial  apphcabil- 
ity  and  will  set  a  non-extendable  time  limit  in  the  written 
opinion  for  the  applicant  to  reply. 

(e)  If  no  written  opinion  under  paragraph  (d)  of  this  section 
is  necessary,  or  after  any  written  opinion  and  the  reply  thereto 
or  the  expiration  of  the  time  limit  for  reply  to  such  written 
opinion,  an  international  preliminary  examination  report  will 
be  established  by  the  International  Preliminary  Examining 
Authority.  One  copy  will  be  submitted  to  the  International 
Bureau  and  one  copy  will  be  submitted  to  the  applicant. 

(f)  An  applicant  will  be  permitted  a  personal  or  telephone 
interview  with  the  examiner,  which  must  be  conducted  during 
the  non-extendable  time  hmit  for  reply  by  the  applicant  to  a 
written  opinion.  Additional  interviews  may  be  conducted 
where  the  examiner  determines  that  such  additional  interviews 
may  be  helpful  to  advancing  the  international  preliminary 
examination  procedure.  A  summary  of  any  such  personal  or 
telephone  interview  must  be  filed  by  the  appUcant  as  a  part  of 
the  reply  to  the  written  opinion  or,  if  applicant  files  no  reply,  be 
made  of  record  in  the  file  by  the  examiner. 

99.  Section  1 .485  is  amended  by  revising  paragraph  (a)  to  read 
as  follows: 

§  1.485  Amendments  by  applicant  during  international 
preliminary  examination. 

(a)  The  applicant  may  make  amendments  at  the  time  of  fiUng 
of  the  Demand  and  within  the  time  limit  set  by  the  Interna- 
tional Preliminary  Examining  Authority  for  reply  to  any 
notification  under  §  1.484(b)  or  to  any  written  opinion.  Any 
such  amendments  must: 

(1)  Be  made  by  submitting  a  replacement  sheet  for  every 
sheet  of  the  application  which  differs  from  the  sheet  it  replaces 
unless  an  entire  sheet  is  cancelled;  and 

(2)  Include  a  description  of  how  the  replacement  sheet 
differs  from  the  replaced  sheet. 

100.  Section  1.488  is  amended  by  revising  paragraph  (b)(3)  to 
read  as  follows: 
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§  1.488  Determination  of  unity  of  invention  before  the 
International  Preliminary  Examining  Authority. 


(b) 


*  *  * 


(3)  If  applicant  fails  to  restrict  the  claims  or  pay  additional 
fees  within  the  time  limit  set  for  reply,  the  International 
Preliminary  Examining  Authority  will  issue  a  written  opinion 
and/or  establish  an  international  preliminary  examination  re- 
port on  the  main  invention  and  shall  indicate  the  relevant  facts 
in  the  said  report.  In  case  of  any  doubt  as  to  which  invention 
is  the  main  invention,  the  invention  first  mentioned  in  the 
claims  and  previously  searched  by  an  International  Searching 
Authority  shall  be  considered  the  main  invention. 

:^    :}:    :(:    :(:    ^ 


cation.  The  payment  of  the  processing  fee  set  forth  in  § 
1.492(f)  is  required  for  acceptance  of  an  English  translation 
later  than  the  expiration  of  30  months  after  the  priority  date. 
The  payment  of  the  surcharge  set  forth  in  §  1.492(e)  is  required 
for  acceptance  of  the  oath  or  declaration  of  the  inventor  later 
than  the  expiration  of  30  months  after  the  priority  date.  A  copy 
of  the  notification  mailed  to  applicant  should  accompany  any 
reply  there  to  submitted  to  the  Office. 


104.  Section  1.510  is  amended  by  revising  paragraph  (e)  to 
read  as  follows: 

§  1.510  Request  for  reexamination. 


101.  Section  1.492  is  amended  by  adding  a  new  paragraph  (g) 
to  read  as  follows: 

§  1.492  National  stage  fees. 
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(g)  If  the  additional  fees  required  by  paragraphs  (b),  (c),  and 
(d)  are  not  paid  on  presentation  of  the  claims  for  which  the 
additional  fees  are  due,  they  must  be  paid  or  the  claims 
cancelled  by  amendment,  prior  to  the  expiration  of  the  time 
period  set  for  reply  by  the  Office  in  any  notice  of  fee 
deficiency. 

102.  Section  1.494  is  amended  by  revising  paragraph  (c)  to 
read  as  follows: 

§  1.494  Entering  the  national  stage  in  the  United  States  of 
America  as  a  Designated  Office. 

(c)  If  applicant  complies  with  paragraph  (b)  of  this  section 
before  expiration  of  20  months  from  the  priority  date  but 
omits: 

(1)  A  translation  of  the  international  application,  as  filed, 
into  the  English  language,  if  it  was  originally  filed  in  another 
language  (35  U.S.C.  371(c)(2));  and/or 

(2)  The  oath  or  declaration  of  the  inventor  (35  U.S.C. 
371(c)(4);  see  §  1.497),  applicant  will  be  so  notified  and  given 
a  period  of  time  within  which  to  file  the  translation  and/or  oath 
or  declaration  in  order  to  prevent  abandonment  of  the  appli- 
cation. The  payment  of  the  processing  fee  set  forth  in  § 
1.492(f)  is  required  for  acceptance  of  an  English  translation 
later  than  the  expiration  of  20  months  after  the  priority  date. 
The  payment  of  the  surcharge  set  forth  in  §  1 .492(e)  is  required 
for  acceptance  of  the  oath  or  declaration  of  the  inventor  later 
than  the  expiration  of  20  months  after  the  priority  date.  A  copy 
of  the  notification  mailed  to  applicant  should  accompany  any 
reply  thereto  submitted  to  the  Office. 

103.  Section  1.495  is  amended  by  revising  paragraph  (c)  to 
read  as  follows: 

§  1.495  Entering  the  national  stage  in  the  United  States  of 
America  as  an  Elected  Office. 

(c)  If  applicant  complies  with  paragraph  (b)  of  this  section 
before  expiration  of  30  months  from  the  priority  date  but 
omits: 

(1)  A  translation  of  the  international  application,  as  filed, 
into  the  English  language,  if  it  was  originally  filed  in  another 
language  (35  U.S.C.  371(c)(2));  and/or 

(2)  The  oath  or  declaration  of  the  inventor  (35  U.S.C. 
371(c)(4);  see  §  1.497),  applicant  will  be  so  notified  and  given 
a  period  of  time  within  which  to  file  the  translation  and/or  oath 
or  declaration  in  order  to  prevent  abandonment  of  the  appli- 


(e)  A  request  filed  by  the  patent  owner  may  include  a 
proposed  amendment  in  accordance  with  §  1.530(d). 


105.  Section  1.530  is  amended  by  removing  paragraph  (e)  and 
revising  its  heading  and  paragraph  (d)  to  read  as  follows: 

§  1.530  Statement;  amendment  by  patent  owner. 


(d)  Amendments  in  reexamination  proceedings.  Amend- 
ments in  reexamination  proceedings  are  made  by  filing  a  paper, 
in  compliance  with  paragraph  (d)(5)  of  this  section,  directing 
that  specified  amendments  be  made. 

(1)  Specification  other  than  the  claims.  Amendments  to  the 
specification,  other  than  to  the  claims,  may  only  be  made  as 
follows: 

(i)  Amendments  must  be  made  by  submission  of  the  entire 
text  of  a  newly  added  or  rewritten  paragraph(s)  with  markings 
pursuant  to  paragraph  (d)(l)(iii)  of  this  section,  except  that  an 
entire  paragraph  may  be  deleted  by  a  statement  deleting  the 
paragraph  without  presentation  of  the  text  of  the  paragraph. 

(ii)  The  precise  point  in  the  specification  must  be  indicated 
where  the  paragraph  to  be  amended  is  located,  (iii)  Underlining 
below  the  subject  matter  added  to  the  patent  and  brackets 
around  the  subject  matter  deleted  from  the  patent  are  to  be  used 
to  mark  the  amendments  being  made. 

(2)  Claims.  Amendments  to  the  claims  may  only  be  made  as 
follows: 

(i)(A)  The  amendment  must  be  made  relative  to  the  patent 
claims  in  accordance  with  paragraph  (d)(8)  of  this  section  and 
must  include  the  entire  text  of  each  claim  which  is  being 
proposed  to  be  amended  by  the  current  amendment  and  each 
proposed  new  claim  being  added  by  the  current  amendment 
with  markings  pursuant  to  paragraph  (d)(2)(i)(C)  of  this 
section,  except  that  a  patent  claim  or  previously  proposed  new 
claim  should  be  cancelled  by  a  statement  cancelling  the  patent 
claim  or  proposed  new  claim  without  presentation  of  the  text 
of  the  patent  claim  or  proposed  new  claim. 

(B)  Patent  claims  must  not  be  renumbered  and  the  number- 
ing of  any  new  claims  proposed  to  be  added  to  the  patent  must 
follow  the  number  of  the  highest  numbered  patent  claim. 

(C)  Underlining  below  the  subject  matter  added  to  the  patent 
and  brackets  around  the  subject  matter  deleted  from  the  patent 
are  to  be  used  to  mark  the  amendments  being  made.  If  a  claim 
is  amended  pursuant  to  paragraph  (d)(2)(i)(A)  of  this  section, 
a  parenthetical  expression  "amended,"  "twice  amended,"  etc., 
should  follow  the  original  claim  number. 

(ii)  Each  amendment  submission  must  set  forth  the  status 
(i.e.,  pending  or  cancelled)  as  of  the  date  of  the  amendment,  of 
all  patent  claims  and  of  all  new  claims  currently  or  previously 
proposed. 
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(iii)  Each  amendment,  when  submitted  for  the  first  time, 
must  be  accompanied  by  an  explanation  of  the  support  in  the 
disclosure  of  the  patent  for  the  amendment  along  with  any 
additional  comments  on  page(s)  separate  from  the  page(s) 
containing  the  amendment. 

(3)  No  amendment  may  enlarge  the  scope  of  the  claims  of 
the  patent  or  introduce  new  matter.  No  amendment  may  be 
proposed  for  entry  in  an  expired  patent.  Moreover,  no  amend- 
ment will  be  incorporated  into  the  patent  by  certificate  issued 
after  the  expiration  of  the  patent. 

(4)  Although  the  Office  actions  will  treat  proposed  amend- 
ments as  though  they  have  been  entered,  the  proposed  amend- 
ments will  not  be  effective  until  the  reexamination  certificate  is 
issued. 

(5)  The  form  of  amendments  other  than  to  the  patent 
drawings  must  be  in  accordance  with  the  following  require- 
ments. All  amendments  must  be  in  the  English  language  and 
must  be  legibly  written  either  by  a  typewriter  or  mechanical 
printer  in  at  least  11  point  type  in  permanent  dark  ink  or  its 
equivalent  in  portrait  orientation  on  flexible,  strong,  smooth, 
non-shiny,  durable,  white  paper.  All  amendments  must  be 
presented  in  a  form  having  sufficient  clarity  and  contrast 
between  the  paper  and  the  writing  thereon  to  permit  the  direct 
reproduction  of  readily  legible  copies  in  any  number  by  use  of 
photographic,  electrostatic,  photo-offset,  and  microfilming  pro- 
cesses and  electronic  reproduction  by  use  of  digital  imaging  or 
optical  character  recognition.  If  the  amendments  are  not  of  the 
required  quality,  substitute  typewritten  or  mechanically  printed 
papers  of  suitable  quality  will  be  required.  The  papers, 
including  the  drawings,  must  have  each  page  plainly  written  on 
only  one  side  of  a  sheet  of  paper.  The  sheets  of  paper  must  be 
the  same  size  and  either  21.0  cm.  by  29.7  cm.  (DIN  sizeA4)  or 
21.6  cm.  by  27.9  cm.  (8  and  1/2  by  11  inches).  Each  sheet  must 
include  a  top  margin  of  at  least  2.0  cm.  (3/4  inch),  a  left  side 
margin  of  at  least  2.5  cm.  (1  inch),  a  right  side  margin  of  at 
least  2.0  cm.  (3/4  inch),  and  a  bottom  margin  of  at  least  2.0  cm. 
(3/4  inch),  and  no  holes  should  be  made  in  the  sheets  as 
submitted.  The  lines  must  be  double  spaced,  or  one  and 
one-half  spaced.  The  pages  must  be  numbered  consecutively, 
starting  with  1,  the  numbers  being  centrally  located,  preferably 
below  the  text,  or  above  the  text. 

(6)  Drawings. 

(i)  The  original  patent  drawing  sheets  may  not  be  altered. 
Any  proposed  change  to  the  patent  drawings  must  be  by  way 
of  a  new  sheet  of  drawings  with  the  amended  figures  identified 
as  "amended"  and  with  added  figures  identified  as  "new"  for 
each  sheet  change  submitted  in  compliance  with  §  1.84. 

(ii)  Where  a  change  to  the  drawings  is  desired,  a  sketch  in 
permanent  ink  showing  proposed  changes  in  red,  to  become 
part  of  the  record,  must  be  filed  for  approval  by  the  examiner 
and  should  be  in  a  separate  paper. 


(b)  The  patent  owner  will  be  given  at  least  thirty  days  to 
respond  to  any  Office  action.  Such  response  may  include 
further  statements  in  response  to  any  rejections  or  proposed 
amendments  or  new  claims  to  place  the  patent  in  a  condition 
where  all  claims,  if  amended  as  proposed,  would  be  patentable. 


(e)  The  reexamination  requester  will  be  sent  copies  of  Office 
actions  issued  during  the  reexamination  proceeding.  After 
filing  of  a  request  for  reexamination  by  a  third  party  requester, 
any  document  filed  by  either  the  patent  owner  or  the  third  party 
requester  must  be  served  on  the  other  party  in  the  reexamina- 
tion proceeding  in  the  manner  provided  by  §  1.248.  The 
document  must  reflect  service  or  the  document  may  be  refused 
consideration  by  the  Office. 

(1)  The  active  participation  of  the  reexamination  requester 
ends  with  the  reply  pursuant  to  §  1.535,  and  no  further 
submissions  on  behalf  of  the  reexamination  requester  will  be 
acknowledged  or  considered.  Further,  no  submissions  on 
behalf  of  any  third  parties  will  be  acknowledged  or  considered 
unless  such  submissions  are: 

(i)  In  accordance  with  §  1.510;  or 

(ii)  Entered  in  the  patent  file  prior  to  the  date  of  the  order  to 
reexamine  pursuant  to  §  1.525. 

(2)  Submissions  by  third  parties,  filed  after  the  date  of  the 
order  to  reexamine  pursuant  to  §  1.525,  must  meet  the 
requirements  of  and  will  be  treated  in  accordance  with  § 
1.501(a). 

107.  Section  §  1.770  is  revised  to  read  as  follows: 

§  1.770  Express  withdrawal  of  application  for  extension  of 
patent  term. 

An  application  for  extension  of  patent  term  may  be  expressly 
withdrawn  before  a  determination  is  made  pursuant  to  §  1 .750 
by  filing  in  the  Office,  in  duplicate,  a  written  declaration  of 
withdrawal  signed  by  the  owner  of  record  of  the  patent  or  its 
agent.  An  application  may  not  be  expressly  withdrawn  after  the 
date  permitted  for  reply  to  the  final  determination  on  the 
application.  An  express  withdrawal  pursuant  to  this  section  is 
effective  when  acknowledged  in  writing  by  the  Office.  The 
filing  of  an  express  withdrawal  pursuant  to  this  section  and  its 
acceptance  by  the  Office  does  not  entitle  applicant  to  a  refund 
of  the  filing  fee  (  §  1.20(j))  or  any  portion  thereof. 

108.  Section  §  1.785  is  amended  by  revising  paragraph  (d)  to 
read  as  follows: 

§  1.785  Multiple  applications  for  extension  of  term  of  the 
same  patent  or  of  different  patents  for  the  same  regulatory 
review  period  for  a  product. 


(7)  The  disclosure  must  be  amended,  when  required  by  the 
Office,  to  correct  inaccuracies  of  description  and  definition  and 
to  secure  substantial  correspondence  between  the  claims,  the 
remainder  of  the  specification,  and  the  drawings. 

(8)  All  amendments  to  the  patent  must  be  made  relative  to 
the  patent  specification,  including  the  claims,  and  drawings, 
which  is  in  effect  as  of  the  date  of  filing  of  the  request  for 
reexamination. 

106.  Section  1.550  is  amended  by  revising  paragraphs  (a),  (b) 
and  (e)  to  read  as  follows: 

§  1.550  Conduct  of  reexamination  proceedings. 

(a)  All  reexamination  proceedings,  including  any  appeals  to 
the  Board  of  Patent  Appeals  and  Interferences,  will  be  con- 
ducted with  special  dispatch  within  the  Office.  After  issuance 
of  the  reexamination  order  and  expiration  of  the  time  for 
submitting  any  responses  thereto,  the  examination  will  be 
conducted  in  accordance  with  §  1.104,  §  1.110  through  §  1.113 
and  §  1.116,  and  will  result  in  the  issuance  of  a  reexamination 
certificate  under  §  1.570. 


(d)  An  application  for  extension  shall  be  considered  com- 
plete and  formal  regardless  of  whether  it  contains  the  identi- 
fication of  the  holder  of  the  regulatory  approval  granted  with 
respect  to  the  regulatory  review  period.  When  an  application  . 
contains  such  information,  or  is  amended  to  contain  such 
information,  it  will  be  considered  in  determining  whether  an 
application  is  eligible  for  an  extension  under  this  section.  A 
request  may  be  made  of  any  applicant  to  supply  such  infor- 
mation within  a  non-extendable  period  of  not  less  than  one 
month  whenever  multiple  applications  for  extension  of  more 
than  one  patent  are  received  and  rely  upon  the  same  regulatory 
review  period.  Failure  to  provide  such  information  within  the 
period  for  reply  set  shall  be  regarded  as  conclusively  estab- 
lishing that  the  applicant  is  not  the  holder  of  the  regulatory 
approval. 


109.  Section  1.804  is  amended  by  revising  paragraph  (b)  to 
read  as  follows: 

§  1.804  Time  of  making  an  original  deposit. 
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(b)  When  the  original  deposit  is  made  after  the  effective 
filing  date  of  an  application  for  patent,  the  applicant  must 
promptly  submit  a  statement  from  a  person  in  a  position  to 
corroborate  the  fact,  stating  that  the  biological  material  which 
is  deposited  is  a  biological  material  specifically  identified  in 
the  application  as  filed. 

110.  Section  1.805  is  amended  by  revising  paragraph  (c)  to 
read  as  follows: 

§  1.805  Replacement  or  supplement  of  deposit. 

(c)  A  request  for  a  certificate  of  correction  under  this  section 
shall  not  be  granted  unless  the  request  is  made  promptly  after 
the  replacement  or  supplemental  deposit  has  been  made  and 
the  request: 

(1)  Includes  a  statement  of  the  reason  for  making  the 
replacement  or  supplemental  deposit; 

(2)  Includes  a  statement  from  a  person  in  a  position  to 
corroborate  the  fact,  and  stating  that  the  replacement  or 
supplemental  deposit  is  of  a  biological  material  which  is 
identical  to  that  originally  deposited; 

(3)  Includes  a  showing  that  the  patent  owner  acted  diligently 


(i)  In  the  case  of  a  replacement  deposit,  in  making  the 
deposit  after  receiving  notice  that  samples  could  no  longer  be 
furnished  from  an  earlier  deposit;  or 

(ii)  In  the  case  of  a  supplemental  deposit,  in  making  the 
deposit  after  receiving  notice  that  the  earlier  deposit  had 
become  contaminated  or  had  lost  its  capability  to  function  as 
described  in  the  specification; 

(4)  Includes  a  statement  that  the  term  of  the  replacement  or 
supplemental  deposit  expires  no  earlier  than  the  term  of  the 
deposit  being  replaced  or  supplemented;  and 

(5)  Otherwise  establishes  compliance  with  these  regulations. 

PART  3  -  ASSIGNMENT,  RECORDING  AND  RIGHTS 
OF  ASSIGNEE 

HI.  The  authority  citation  for  37  CFR  Part  3  continues  to  read 
as  follows: 

Authority:  15  U.S.C.  1123;  35  U.S.C.  6. 

112.  Section  3.11  is  revised  to  read  as  follows: 
§  3.11  Documents  which  will  be  recorded. 

(a)  Assignments  of  applications,  patents,  and  registrations, 
accompanied  by  completed  cover  sheets  as  specified  in  §§  3.28 
and  3.31,  will  be  recorded  in  the  Office.  Other  documents, 
accompanied  by  completed  cover  sheets  as  specified  in  §§  3.28 
and  3.31,  affecting  title  to  applications,  patents,  or  registra- 
tions, will  be  recorded  as  provided  in  this  part  or  at  the 
discretion  of  the  Commissioner. 

(b)  Executive  Order  9424  of  February  18,  1944  (9  PR  1959, 
3  CFR  1943-1948  Comp.,  p.  303)  requires  the  several  depart- 
ments and  other  executive  agencies  of  the  Government,  includ- 
ing Government-owned  or  Government-controlled  corpora- 
tions, to  forward  promptly  to  the  Commissioner  of  Patents  and 
Trademarks  for  recording  all  licenses,  assignments,  or  other 
interests  of  the  Government  in  or  under  patents  or  patent 
applications.  Assignments  and  other  documents  affecting  title 
to  patents  or  patent  applications  and  documents  not  affecting 
title  to  patents  or  patent  applications  required  by  Executive 
Order  9424  to  be  filed  will  be  recorded  as  provided  in  this  part. 

113.  Section  3.21  is  revised  to  read  as  follows: 


§  3.21  Identification  of  patents  and  patent  applications. 

An  assignment  relating  to  a  patent  must  identify  the  patent  by 
the  patent  number.  An  assignment  relating  to  a  national  patent 
application  must  identify  the  national  patent  application  by  the 
application  number  (consisting  of  the  series  code  and  the  serial 
number,  e.g.,  07/123,456).  An  assignment  relating  to  an 
international  patent  application  which  designates  the  United 
States  of  America  must  identify  the  international  application 
by  the  international  apphcation  number  {e.g.,  PCT/US90/ 
01234).  If  an  assignment  of  a  patent  apphcation  filed  under  § 
1.53(b)  is  executed  concurrently  with,  or  subsequent  to,  the 
execution  of  the  patent  application,  but  before  the  patent 
application  is  filed,  it  must  identify  the  patent  application  by  its 
date  of  execution,  name  of  each  inventor,  and  title  of  the 
invention  so  that  there  can  be  no  mistake  as  to  the  patent 
application  intended.  If  an  assignment  of  a  provisional  appli- 
cation under  §  1.53(c)  is  executed  before  the  provisional 
application  is  filed,  it  must  identify  the  provisional  application 
by  name  of  each  inventor  and  title  of  the  invention  so  that  there 
can  be  no  mistake  as  to  the  provisional  application  intended. 

114.  Section  3.26  is  revised  to  read  as  follows: 

§  3.26  English  language  requirement. 

The  OflBce  will  accept  and  record  non-English  language 
documents  only  if  accompanied  by  an  English  translation 
signed  by  the  individual  making  the  translation. 

115.  Section  3.27  is  revised  to  read  as  follows: 

§  3.27  Mailing  address  for  submitting  documents  to  be 
recorded. 

(a)  Except  as  provided  in  paragraph  (b)  of  this  section, 
documents  and  cover  sheets  to  be  recorded  should  be  ad- 
dressed to  the  Commissioner  of  Patents  and  Trademarks,  Box 
Assignment,  Washington,  D.C.  20231,  unless  they  are  filed 
together  with  new  applications  or  with  a  petition  under  § 
3.81(b). 

(b)  A  document  required  by  Executive  Order  9424  to  be  filed 
which  does  not  affect  title  and  is  so  identified  in  the  cover  sheet 
(see  3.31(c)(2))  must  be  addressed  and  mailed  to  the  Commis- 
sioner of  Patents  and  Trademarks,  Box  Government  Interest, 
Washington,  D.C.  20231. 

116.  Section  3.31  is  amended  by  adding  paragraph  (c)  to  read 
as  follows: 

§  3.31  Cover  sheet  content. 

(c)  Each  patent  cover  sheet  required  by  §  3.28  seeking  to 
record  a  governmental  interest  as  provided  by  §  3.11(b)  must: 

(1)  Indicate  that  the  document  is  to  be  recorded  on  the 
Governmental  Register,  and,  if  applicable,  that  the  document  is 
to  be  recorded  on  the  Secret  Register  (see  §  3.58);  and 

(2)  Indicate,  if  applicable,  that  the  document  to  be  recorded 
is  not  a  document  affecting  title  (see  §  3.41(b)). 

117.  Section  3.41  is  revised  to  read  as  follows: 
§  3.41  Recording  fees. 

(a)  All  requests  to  record  documents  must  be  accompanied 
by  the  appropriate  fee.  Except  as  provided  in  paragraph  (b)  of 
this  section,  a  fee  is  required  for  each  application,  patent  and 
registration  against  which  the  document  is  recorded  as  identi- 
fied in  the  cover  sheet.  The  recording  fee  is  set  in  §  1.21(h)  of 
this  chapter  for  patents  and  in  §  2.6(q)  of  this  chapter  for 
trademarks. 

(b)  No  fee  is  required  for  each  patent  application  and  patent 
against  which  a  document  required  by  Executive  Order  9424  is 
to  be  filed  if: 

(1)  The  document  does  not  aifect  title  and  is  so  identified  in 
the  cover  sheet  (see  §  3.31(c)(2));  and 
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(2)  The  document  and  cover  sheet  are  mailed  to  the  Office  in 
compliance  with  §  3.27(b). 

118.  Section  3.51  is  revised  to  read  as  follows: 

§  3.51  Recording  date. 

The  date  of  recording  of  a  document  is  the  date  the  document 
meeting  the  requirements  for  recording  set  forth  in  this  part  is 
filed  in  the  Office.  A  document  which  does  not  comply  with  the 
identification  requirements  of  §  3.21  will  not  be  recorded. 
Documents  not  meeting  the  other  requirements  for  recording, 
for  example,  a  document  submitted  without  a  completed  cover 
sheet  or  without  the  required  fee,  will  be  returned  for  correc- 
tion to  the  sender  where  a  correspondence  address  is  available. 
The  returned  papers,  stamped  with  the  original  date  of  receipt 
by  the  Office,  will  be  accompanied  by  a  letter  which  will 
indicate  that  if  the  returned  papers  are  corrected  and  resubmit- 
ted to  the  Office  within  the  time  specified  in  the  letter,  the 
Office  will  consider  the  original  date  of  filing  of  the  papers  as 
the  date  of  recording  of  the  document.  The  procedure  set  forth 
in  §  1.8  or  §  1.10  of  this  chapter  may  be  used  for  resubmissions 
of  returned  papers  to  have  the  benefit  of  the  date  of  deposit  in 
the  United  States  Postal  Service.  If  the  returned  papers  are  not 
corrected  and  resubmitted  within  the  specified  period,  the  date 
of  filing  of  the  corrected  papers  will  be  considered  to  be  the 
date  of  recording  of  the  document.  The  specified  period  to 
resubmit  the  returned  papers  will  not  be  extended. 

119.  Section  3.58  is  added  to  read  as  follows: 
§  3.58  Governmental  registers. 

(a)  The  Office  will  maintain  a  Departmental  Register  to 
record  governmental  interests  required  to  be  recorded  by 
Executive  Order  9424.  This  Departmental  Register  will  not  be 
open  to  public  inspection  but  will  be  available  for  examination 
and  inspection  by  dulyauthorized  representatives  of  the  Gov- 
ernment. Governmental  interests  recorded  on  the  Departmental 
Register  will  be  available  for  public  inspection  as  provided  in 
§  1.12. 

(b)  The  Office  will  maintain  a  Secret  Register  to  record 
governmental  interests  required  to  be  recorded  by  Executive 
Order  9424.  Any  instrument  to  be  recorded  will  be  placed  on 
this  Secret  Register  at  the  request  of  the  department  or  agency 
submitting  the  same.  No  information  will  be  given  concerning 
any  instrument  in  such  record  or  register,  and  no  examination 
or  inspection  thereof  or  of  the  index  thereto  will  be  permitted, 
except  on  the  written  authority  of  the  head  of  the  department  or 
agency  which  submitted  the  instrument  and  requested  secrecy, 
and  the  approval  of  such  authority  by  the  Commissioner  of 
Patents  and  Trademarks.  No  instrument  or  record  other  than 
the  one  specified  may  be  examined,  and  the  examination  must 
take  place  in  the  presence  of  a  designated  official  of  the  Patent 
and  Trademark  Office.  When  the  department  or  agency  which 
submitted  an  instrument  no  longer  requires  secrecy  with 
respect  to  that  instrument,  it  must  be  recorded  anew  in  the 
Departmental  Register. 

120.  The  undesignated  center  heading  in  Part  3  -  Assignment, 
Recording  and  Rights  of  Assignee,  following  §  3.61  is  revised 
to  read  as  follows: 

ACTION  TAKEN  BY  ASSIGNEE 

121.  Section  §  3.73  is  amended  by  revising  its  heading  and 
paragraph  (b)  to  read  as  follows: 

§  3.73  Establishing  right  of  assignee  to  take  action. 

***** 


(b)  When  an  assignee  seeks  to  take  action  in  a  matter  before 
the  Office  with  respect  to  a  patent  appUcation,  trademark 
application,  patent,  registration,  or  reexamination  proceeding, 
the  assignee  must  estabhsh  its  ownership  of  the  property  to  the 
satisfaction  of  the  Commissioner.  Ownership  is  established  by 
submitting  to  the  Office,  in  the  Office  file  related  to  the  matter 
in  which  action  is  sought  to  be  taken,  documentary  evidence  of 
a  chain  of  title  from  the  original  owner  to  the  assignee  {e.g., 
copy  of  an  executed  assignment  submitted  forrecording)  or  by 
specifying  {e.g.,  reel  and  frame  number)  where  such  evidence 
is  recorded  in  the  Office.  The  submission  establishing  owner- 


ship must  be  signed  by  a  party  authorized  to  act  on  behalf  of 
the  assignee.  Documents  submitted  to  establish  ownership  may 
be  required  to  be  recorded  as  a  condition  to  permitting  the 
assignee  to  take  action  in  a  matter  pending  before  the  Office. 

PART  5  -  SECRECY  OF  CERTAIN  INVENTIONS  AND 
LICENSES  TO  EXPORT  AND  FILE  APPLICATIONS  IN 
FOREIGN  COUNTRIES 

122.  The  authority  citation  for  37  CFR  Part  5  continues  to  read 
as  follows: 

Authority:  35  U.S.C.  6,  41,  181-188,  as  amended  by  the 
Patent  Law  Foreign  Filing  Amendments  Act  of  1988,  Pub.  L. 
100-418,  102  Stat.  1567;  the  Arms  Export  Control  Act,  as 
amended,  22  U.S.C.  2751  et  seq.;  the  Atomic  Energy  Act  of 
1954,  as  amended,  42  U.S.C.  2011  et  seq.;  and  the  Nuclear 
Non-Proliferation  Act  of  1978,  22  U.S.C.  3201  et  seq.;  and  the 
delegations  in  the  regulations  under  these  Acts  to  the  Commis- 
sioner (15  CFR  370.100),  22  CFR  125.04,  and  10  CFR  810.7). 

123.  Section  5.1  and  its  heading  are  revised  to  read  as  follows: 

§  5.1  Correspondence. 

All  correspondence  in  connection  with  this  part,  including 
petitions,  must  be  addressed  to  "Assistant  Commissioner  for 
Patents  (Attention  Licensing  and  Review),  Washington,  DC 
20231." 

124.  Section  5.2  is  amended  by  removing  paragraphs  (c)  and 
(d)  and  revising  paragraph  (b)  to  read  as  follows: 

§  5.2  Secrecy  order. 

(b)  Any  request  for  compensation  as  provided  in  35  U.S.C. 
183  must  not  be  made  to  the  Patent  and  Trademark  Office,  but 
directly  to  the  department  or  agency  which  caused  the  secrecy 
order  to  be  issued. 

125.  Section  5.3  is  amended  by  revising  paragraph  (c)  to  read 
as  follows: 

§  5.3  Prosecution  of  application  under  secrecy  orders; 
withholding  patent. 

(c)  When  the  national  application  is  found  to  be  in  condition 
for  allowance  except  for  the  secrecy  order  the  applicant  and  the 
agency  which  caused  the  secrecy  order  to  be  issued  will  be 
notified.  This  notice  (which  is  not  a  notice  of  allowance  under 
§  1.311  of  this  chapter)  does  not  require  reply  by  the  appficant 
and  places  the  national  application  in  a  condition  of  suspension 
until  the  secrecy  order  is  removed.  When  the  secrecy  order  is 
removed  the  Patent  and  Trademark  Office  will  issue  a  notice  of 
allowance  under  §  1.311  of  this  chapter,  or  take  such  other 
action  as  may  then  be  warranted. 

126.  Section  5.4  is  amended  by  revising  paragraphs  (a)  and  (d) 
to  read  as  follows: 

§  5.4  Petition  for  rescission  of  secrecy  order. 

(a)  A  petition  for  rescission  or  removal  of  a  secrecy  order 
may  be  filed  by,  or  on  behalf  of,  any  principal  affected  thereby. 
Such  petition  may  be  in  letter  form,  and  it  must  be  in  duplicate. 

(d)  Appeal  to  the  Secretary  of  Commerce,  as  provided  by  35 
U.S.C.  181,  from  a  secrecy  order  cannot  be  taken  until  after  a 
petition  for  rescission  of  the  secrecy  order  has  been  made  and 
denied.  Appeal  must  be  taken  within  sixty  days  from  the  date 
of  the  denial,  and  the  party  appealing,  as  well  as  the  depart- 
ment or  agency  which  caused  the  order  to  be  issued,  will  be 
notified  of  the  time  and  place  of  hearing. 

127.  Section  5.5  is  amended  by  revising  paragraphs  (b)  and  (e) 
to  read  as  follows: 
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§  5.5  Permit  to  disclose  or  modification  of  secrecy  order. 


(b)  Petitions  for  a  permit  or  modification  must  fully  recite 
the  reason  or  purpose  for  the  proposed  disclosure.  Where  any 
proposed  disclosee  is  known  to  be  cleared  by  a  defense  agency 
to  receive  classified  information,  adequate  explanation  of  such 
clearance  should  be  made  in  the  petition  including  the  name  of 
the  agency  or  department  granting  the  clearance  and  the  date 
and  degree  thereof.  The  petition  must  be  filed  in  duplicate. 

(e)  Organizations  requiring  consent  for  disclosure  of  apph- 
cations  under  secrecy  order  to  persons  or  organizations  in 
connection  with  repeated  routine  operation  may  petition  for 
such  consent  in  the  form  of  a  general  permit.  To  be  successful 
such  petitions  must  ordinarily  recite  the  security  clearance 
status  of  the  disclosees  as  sufficient  for  the  highest  classifica- 
tion of  material  that  may  be  involved. 

128.  Section  5.6  is  removed  and  reserved. 
§  5.6  [Reserved] 

129.  Section  5.7  is  removed  and  reserved. 
§  5.7  [Reserved] 

130.  Section  5.8  is  removed  and  reserved. 
§  5.8  [Reserved] 

131.  Section  5.11  is  amended  by  revising  paragraphs  (b),  (c) 
and  (e)(3)  to  read  as  follows: 

§  5.11  License  for  filing  in  a  foreign  country  an  application 
on  an  invention  made  in  the  United  States  or  for  transmit- 
ting international  application. 

(b)  The  license  from  the  Commissioner  of  Patents  and 
Trademarks  referred  to  in  paragraph  (a)  would  also  authorize 
the  export  of  technical  data  abroad  for  purposes  relating  to  the 
preparation,  filing  or  possible  filing  and  prosecution  of  a 
foreign  patent  application  without  separately  complying  with 
the  regulations  contained  in  22  CFR  Parts  121  through  130 
(International  Traffic  in  Arms  Regulations  of  the  Department 
of  State),  15  CFR  Part  779  (Regulations  of  the  Office  of  Export 
Administration,  International  Trade  Administration,  Depart- 
ment of  Commerce)  and  10  CFR  Part  810  (Foreign  Atomic 
Energy  Programs  of  the  Department  of  Energy). 

(c)  Where  technical  data  in  the  form  of  a  patent  application, 
or  in  any  form,  is  being  exported  for  purposes  related  to  the 
preparation,  filing  or  possible  filing  and  prosecution  of  a 
foreign  patent  application,  without  the  license  from  the  Com- 
missioner of  Patents  and  Trademarks  referred  to  in  paragraphs 
(a)  or  (b)  of  this  section,  or  on  an  invention  not  made  in  the 
United  States,  the  export  regulations  contained  in  22  CFR  Parts 
120  through  130  (International  Traffic  in  Arms  Regulations  of 
the  Department  of  State),  15  CFR  Parts  768-799  (Export 
Administration  Regulations  of  the  Department  of  Commerce) 
and  10  CFR  Part  810  (Assistance  to  Foreign  Atomic  Energy 
Activities  Regulations  of  the  Department  of  Energy)  must  be 
complied  with  unless  a  license  is  not  required  because  a  United 
States  application  was  on  file  at  the  time  of  export  for  at  least 
six  months  without  a  secrecy  order  under  §  5.2  being  placed 
thereon.  The  term  "exported"  means  export  as  it  is  defined  in 
22  CFR  Part  120,  15  CFR  Part  779  and  activities  covered  by 
10  CFR  Part  810. 
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(3)  For  subsequent  modifications,  amendments  and  supple- 
ments containing  additional  subject  matter  to,  or  divisions  of, 
a  foreign  patent  application  if: 

(i)  A  license  is  not,  or  was  not,  required  under  paragraph 
(e)(2)  of  this  section  for  the  foreign  patent  application; 


(ii)  The  corresponding  United  States  application  was  not 
required  to  be  made  available  for  inspection  under  35  U.S.C. 
181;  and 

(iii)  Such  modifications,  amendments,  and  supplements  do 
not,  or  did  not,  change  the  general  nature  of  the  invention  in  a 
manner  which  would  require  any  corresponding  United  States 
application  to  be  or  have  been  available  for  inspection  under 
35  U.S.C.  181. 

132.  Section  5.12  is  amended  by  revising  paragraph  (b)  to  read 
as  follows: 

§  5.12  Petition  for  license. 

(b)  Petitions  for  license  should  be  presented  in  letter  form, 
and  must  include  the  petitioner's  address  and  full  instructions 
for  delivery  of  the  requested  license  when  it  is  to  be  dehvered 
to  other  than  the  petitioner.  If  expedited  handling  of  the 
petition  under  this  paragraph  is  sought,  the  petition  must  also 
include  the  fee  set  forth  in  §  1.17(h). 

133.  Section  5.13  is  revised  to  read  as  follows: 

§  5.13  Petition  for  license;  no  corresponding  application. 

If  no  corresponding  national  or  international  application  has 
been  filed  in  the  United  States,  the  petition  for  license  under  § 
5.12(b)  must  also  be  accompanied  by  a  legible  copy  of  the 
material  upon  which  a  license  is  desired.  This  copy  will  be 
retained  as  a  measure  of  the  license  granted. 

134.  Section  5.14  is  amended  by  revising  paragraph  (a)  to  read 
as  follows: 

§  5.14  Petition  for  license;  corresponding  U.S.  application. 

(a)  When  there  is  a  corresponding  United  States  application 
on  file,  a  petition  for  hcense  under  §  5.12(b)  must  also  identify 
this  application  by  application  number,  filing  date,  inventor, 
and  title,  but  a  copy  of  the  material  upon  which  the  license  is 
desired  is  not  required.  The  subject  matter  licensed  will  be 
measured  by  the  disclosure  of  the  United  States  application. 

135.  Section  5.15  is  amended  by  revising  paragraph  (a),  (b),  (c) 
and  (e)  to  read  as  follows: 

§  5.15  Scope  of  license. 

(a)  Applications  or  other  materials  reviewed  pursuant  to  §§ 
5.12  through  5.14,  which  were  not  required  to  be  made 
available  for  inspection  by  defense  agencies  under  35  U.S.C. 
181,  will  be  eligible  for  a  license  of  the  scope  provided  in  this 
paragraph.  This  license  permits  subsequent  modifications, 
amendments,  and  supplements  containing  additional  subject 
matter  to,  or  divisions  of,  a  foreign  patent  application,  if  such 
changes  to  the  application  do  not  alter  the  general  nature  of  the 
invention  in  a  manner  which  would  require  the  United  States 
apphcation  to  have  been  made  available  for  inspection  under 
35  U.S.C.  181.  Grant  of  this  license  authorizing  the  export  and 
filing  of  an  application  in  a  foreign  country  or  the  transmitting 
of  an  international  application  to  any  foreign  patent  agency  or 
international  patent  agency  when  the  subject  matter  of  the 
foreign  or  international  application  corresponds  to  that  of  the 
domestic  application.  This  license  includes  authority: 

(1)  To  export  and  file  all  duplicate  and  formal  application 
papers  in  foreign  countries  or  with  international  agencies; 

(2)  To  make  amendments,  modifications,  and  supplements, 
including  divisions,  changes  or  supporting  matter  consisting  of 
the  illustration,  exemplification,  comparison,  or  explanation  of 
subject  matter  disclosed  in  the  application;  and 

(3)  To  take  any  action  in  the  prosecution  of  the  foreign  or 
international  application  provided  that  the  adding  of  subject 
matter  or  taking  of  any  action  under  paragraphs  (a)(1)  or  (2)  of 
this  section  does  not  change  the  general  nature  of  the  invention 
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disclosed  in  the  application  in  a  manner  which  would  require 
such  application  to  have  been  made  available  for  inspection 
under  35  U.S.C.  181  by  including  technical  data  pertaining  to: 

(i)  Defense  services  or  articles  designated  in  the  United 
States  Munitions  List  applicable  at  the  time  of  foreign  filing, 
the  unlicensed  exportation  of  which  is  prohibited  pursuant  to 
the  Arms  Export  Control  Act,  as  amended,  and  22  CFR  Parts 
121  through  130;  or 

(ii)  Restricted  Data,  sensitive  nuclear  technology  or  technol- 
ogy useful  in  the  production  or  utilization  of  special  nuclear 
material  or  atomic  energy,  dissemination  of  which  is  subject  to 
restrictions  of  the  Atomic  Energy  Act  of  1954,  as  amended,  and 
the  Nuclear  iNon-Proliferation  Act  of  1978,  as  implemented  by 
the  regulations  for  Unclassified  Activities  in  Foreign  Atomic 
Energy  Programs,  10  CFR  Part  810,  in  effect  at  tlie  time  of 
foreign  filing. 

***** 

(b)  Applications  or  other  materials  which  were  required  to 
be  made  available  for  inspection  under  35  U.S.C.  181  will  be 
eUgible  for  a  license  of  the  scope  provided  in  this  paragraph. 
Grant  of  this  license  authorizes  the  export  and  filing  of  an 
application  in  a  foreign  country  or  the  transmitting  of  an 
international  application  to  any  foreign  patent  agency  or 
international  patent  agency.  Further,  this  license  includes 
authority  to  export  and  file  all  duplicate  and  formal  papers  in 
foreign  countries  or  with  foreign  and  international  patent 
agencies  and  to  make  amendments,  modifications,  and  supple- 
ments to.  file  divisions  of.  and  take  any  action  in  the  prosecu- 
tion of  the  foreign  or  international  application,  provided 
subject  matter  additional  to  that  covered  by  the  license  is  not 
involved. 

(c)  A  license  granted  under  §  5.12(b)  pursuant  to  §  5.13  or 
§  5.14  shall  have  the  scope  indicated  in  paragraph  (a)  of  this 
section,  if  it  is  so  specified  in  the  license.  A  petition,  accom- 
panied by  the  required  fee  (§  1.17(h)),  may  also  be  filed  to 
change  a  license  having  the  scope  indicated  in  paragraph  (b)  of 
this  section  to  a  license  having  the  scope  indicated  in  para- 
graph (a)  of  this  section.  No  such  petition  will  be  granted  if  the 
copy  of  the  material  filed  pursuant  to  §  5. 13  or  any  correspond- 
ing United  States  application  was  required  to  be  made  avail- 
able for  inspection  under  35  U.S.C.  181.  The  change  in  the 
scope  of  a  license  will  be  effective  as  of  the  date  of  the  grant 
of  the  petition. 

(e)  Any  paper  filed  abroad  or  transmitted  to  an  international 
patent  agency  following  the  filing  of  a  foreign  or  international 
application  which  changes  the  general  nature  of  the  subject 
matter  disclosed  at  the  time  of  filing  in  a  manner  which  would 
require  such  application  to  have  been  made  available  for 
inspection  under  35  U.S.C.  181  or  which  involves  the  disclo- 
sure of  subject  matter  listed  in  paragraphs  (a)(3)(i)  or  (ii)  of 
this  section  must  be  separately  licensed  in  the  same  manner  as 
a  foreign  or  international  apphcation.  Further,  if  no  license  has 
been  granted  under  §  5.12(a)  on  filing  the  corresponding 
United  States  application,  any  paper  filed  abroad  or  with  an 
international  patent  agency  which  involves  the  disclosure  of 
additional  subject  matter  must  be  hcensed  in  the  same  manner 
as  a  foreign  or  international  application. 

136.  Section  5.16  is  removed  and  reserved. 
§  5.16  [Reserved] 

137.  Section  5.17  is  removed  and  reserved. 
§  5.17  [Reserved] 

138.  Section  5.18  is  revised  to  read  as  follows: 

§  5.18  Arms,  ammunition,  and  implements  of  war. 

(a)  The  exportation  of  technical  data  relating  to  arms, 
ammunition,  and  implements  of  war  generally  is  subject  to  the 
International  Traffic  in  Arms  Regulations  of  the  Department  of 
State  (22  CFR  Parts  120  through  130);  the  articles  designated 


as  arms,  ammunitions,  and  implements  of  war  are  enumerated 
in  the  U.S.  Munitions  List  (22  CFR  Part  12n.  However,  if  a 
patent  applicant  complies  with  regulations  issued  by  the 
Commissioner  of  Patents  and  Trademarks  under  35  U.S.C. 
184,  no  separate  approval  from  the  Department  of  State  is 
required  unless  the  applicant  seeks  to  export  technical  data 
exceeding  that  used  to  support  a  patent  application  in  a  foreign 
country.  This  exemption  from  Department  of  State  regulations 
is  applicable  regardless  of  whether  a  license  from  the  Com- 
missioner is  required  by  the  provisions  of  §  5. 1 1  and  §5.12  (22 
CFR  Part  125). 

(b)  When  a  patent  application  containing  subject  matter  on 
the  Munitions  List  (22  CFR  Part  121)  is  subject  to  a  secrecy 
order  under  §  5.2  and  a  petition  is  made  under  §  5.5  for  a 
modification  of  the  secrecy  order  to  permit  filing  abroad,  a 
separate  request  to  the  Department  of  State  for  authority  to 
export  classified  information  is  not  required  (22  CFR  Part 
125). 

139.  Section  5.19  is  revised  to  read  as  follows: 
§  5.19.  Export  of  technical  data. 

(a)  Under  regulations  (15  CFR  770.10(j))  established  by  the 
Department  of  Commerce,  a  license  is  not  required  in  any  case 
to  file  a  patent  application  or  part  thereof  in  a  foreign  country 
if  the  foreign  filing  is  in  accordance  with  the  regulations  (§§ 
5.11  through  5.25)  of  the  Patent  and  Trademark  Office. 

(b)  An  export  license  is  not  required  for  data  contained  in  a 
patent  application  prepared  wholly  from  toreign-ongin  techni- 
cal data  where  such  application  is  being  sent  to  the  foreign 
inventor  to  be  executed  and  returned  to  the  United  States  for 
subsequent  filing  in  the  U.S.  Patent  and  Trademark  Office  (15 
CFR  779A.3(e)). 

140.  Section  5.20  is  revised  to  read  as  follows: 

§  5.20  Export  of  technical  data  relating  to  seasitive  nuclear 
technology. 

Under  regulations  (10  CFR  810.7)  established  by  the  United 
States  Depailment  of  Energy,  an  application  filed  in  accor- 
dance with  the  regulations  (§§5.11  through  5.25)  of  the  Patent 
and  Trademark  Office  and  eligible  for  foreign  filing  under  35 
U.S.C.  184,  is  considered  to  be  information  available  to  the 
public  in  published  form  and  a  generally  authorized  activity  for 
the  purposes  of  the  Department  of  Energy  regulations. 

141.  Section  5.25  is  amended  by  removing  paragraph  (c). 

142.  Section  5.31  is  removed  and  reserved. 
§  5.31  [Reserved] 

143.  Section  5.32  is  removed  and  reserved. 
§  5.32  [Reserved] 

144.  Section  5.33  is  removed  and  reserved. 

§  5.33  [Reserved] 

PART  7  -  REGISTER  OF  GOVERNMENT  INTERESTS 
IN  PATENTS 

145.  Part  7  is  removed  and  reserved. 

§  Part  7  [Reserved] 

PART  10  -  REPRESENTATION  OF  OTHERS  BEFORE 
THE  PATENT  AND  TRADEMARK  OFFICE 

146.  The  authority  citation  for  37  CFR  Part  10  continues  to 
read  as  follows: 

Authority:  5  U.S.C.  500,  15  U.S.C.  1123;  35  U.S.C.  6,  31,  32, 

41. 

147.  Section  10.18  and  its  heading  are  revised  to  read  as 
follows: 
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§  10.18  Signature  and  certificate  for  correspondence  filed  in 
the  Patent  and  Trademarlt  OfBce. 

(a)  For  all  documents  filed  in  the  Office  in  patent,  trademark, 
and  other  non-patent  matters,  except  for  correspondence  that  is 
required  to  be  signed  by  the  applicant  or  party,  each  piece  of 
correspondence  filed  by  a  practitioner  in  the  Patent  and 
Trademark  Office  must  bear  a  signature,  personally  signed  by 
such  practitioner,  in  compliance  with  §  1.4(d)(1)  of  this 
chapter. 

(b)  By  presenting  to  the  Office  (whether  by  signing,  filing, 
submitting,  or  later  advocating)  any  paper,  the  party  presenting 
such  paper,  whether  a  practitioner  or  non-practitioner,  is 
certifying  that  - 

(1)  All  statements  made  therein  of  the  party's  own  knowl- 
edge are  true,  all  statements  made  therein  on  information  and 
belief  are  believed  to  be  true,  and  all  statements  made  therein 
are  made  with  the  knowledge  that  whoever,  in  any  matter 
within  the  jurisdiction  of  the  Patent  and  Trademark  Office, 
knowingly  and  willfully  falsifies,  conceals,  or  covers  up  by  any 
trick,  scheme,  or  device  a  material  fact,  or  makes  any  false, 
fictitious  or  fraudulent  statements  or  representations,  or  makes 
or  uses  any  false  writing  or  document  knowing  the  same  to 
contain  any  false,  fictitious  or  fraudulent  statement  or  entry, 
shall  be  subject  to  the  penalties  set  forth  under  18  U.S.C.  1001, 
and  that  violations  of  this  paragraph  may  jeopardize  the 
validity  of  the  application  or  document,  or  the  validity  or 
enforceabihty  of  any  patent,  trademark  registration,  or  certifi- 
cate resulting  therefrom;  and 

(2)  To  the  best  of  the  party's  knowledge,  information  and 
belief,  formed  after  an  inquiry  reasonable  under  the  circum- 
stances, that- 

(i)  The  paper  is  not  being  presented  for  any  improper 
purpose,  such  as  to  harass  someone  or  to  cause  unnecessary 
delay  or  needless  increase  in  the  cost  of  prosecution  before  the 
Office; 

(ii)  The  claims  and  other  legal  contentions  therein  are 
warranted  by  existing  law  or  by  a  nonfrivolous  argument  for 
the  extension,  modification,  or  reversal  of  existing  law  or  the 
establishment  of  new  law; 

(iii)  The  allegations  and  other  factual  contentions  have 
evidentiary  support  or,  if  specifically  so  identified,  are  likely  to 
have  evidentiary  support  after  a  reasonable  opportunity  for 
further  investigation  or  discovery;  and 

(iv)  The  denials  of  factual  contentions  are  warranted  on  the 
evidence,  or  if  specifically  so  identified,  are  reasonably  based 
on  a  lack  of  information  or  belief. 

(c)  Violations  of  paragraph  (b)(1)  of  this  section  by  a 
practitioner  or  non-practitionermay  jeopardize  the  validity  of 
the  application  or  document,  or  the  validity  or  enforceability  of 
any  patent,  trademark  registration,  or  certificate  resulting 
therefrom.  Violations  of  any  of  paragraphs  (b)(2)(i)  through 
(iv)  of  this  section  are,  after  notice  and  reasonable  opportunity 
to  respond,  subject  to  such  sanctions  as  deemed  appropriate  by 
the  Commissioner,  or  the  Commissioner's  designee,  which 
may  include,  but  are  not  limited  to,  any  combination  of  - 

(1)  Holding  certain  facts  to  have  been  estabUshed; 

(2)  Returning  papers; 

(3)  Precluding  a  party  from  fifing  a  paper,  or  presenting  or 
contesting  an  issue; 

(4)  Imposing  a  monetary  sanction; 

(5)  Requiring  a  terminal  disclaimer  for  the  period  of  the 
delay;  or 

(6)  Terminating  the  proceedings  in  the  Patent  and  Trademark 
Office. 

(d)  Any  practitioner  violating  the  provisions  of  this  section 
may  also  be  subject  to  disciplinary  action.  See  §  10.23(c)(15). 


148.  Section  10.23  is  amended  by  revising  paragraph  (c)(15)  to 
read  as  follows: 

§  10.23  Misconduct. 


(c) 


*  *  * 


(15)  Signing  a  paper  filed  in  the  Office  in  violation  of  the 
pro-visions  of  §  10.18  or  making  a  scandalous  or  indecent 
statement  in  a  paper  filed  in  the  Office. 


September  26,  1997 


BRUCE  A.  LEHMAN 

Assistant  Secretary  of  Commerce  and 

Commissioner  of  Patents  and 

Trademarks 
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Patent  and  Trademark  OfBce 

37  CFR  Part  1 

RIN  0651-AB37 

Elimination  of  Continued  Prosecution 

Application  Practice  as  to 
Utility  and  Plant  Patent  Applications 


AGENCY:  United  States  Patent  and  Trademark  Office,  Com- 
merce. 

ACTION:  Final  rule. 

SUMMARY:  The  American  Inventors  Protection  Act  of  1999 
(AIPA)  enacted  provisions  for  the  continued  examination  of  a 
utility  or  plant  appUcation  at  the  request  of  the  applicant 
(request  for  continued  examination  or  RCE  practice).  Since 
continued  prosecution  application  (CPA)  practice  is  largely 
redundant  in  view  of  RCTE  practice,  the  Office  is  eUminating 
CPA  practice  as  to  utility  and  plant  applications.  An  applicant 
for  a  utility  or  plant  patent  may  also  continue  to  effectively 
obtain  further  examination  of  the  application  by  filing  a 
continuing  application.  Since  RCE  practice  does  not  apply  to 
design  applications,  CPA  practice  will  remain  in  place  for 
design  apphcations. 

EFFECTIVE  DATE:  July  14,  2003. 

FOR  FURTHER  INFORMATION  CONTACT:  Eugenia  A 
Jones,  by  telephone  at  (703)  306-5586,  or  by  mail  addressed 
to:  Box  Comments — Patents,  Commissioner  for  Patents, 
Washington,  DC  20231,  or  by  facsimile  to  (703)  872-9404, 
marked  to  the  attention  of  Eugenia  A.  Jones. 

SUPPLEMENTARY  INFORMATION:  The  AIPA  was  en- 
acted into  law  on  November  29,  1999.  See  Pub.  L.  106-113, 
113  Stat.  1501,  1501A-552  through  1501A-591  (1999). 
Among  other  things,  the  AIPA  amended  title  35  of  the  United 
States  Code  to  provide  for  a  request  for  continued  examination 
(RCE)  practice.  See  35  U.S.C.  132(b).  RCE  practice  is  appU- 
cable  to  any  utility  or  plant  application  filed  on  or  after  June  8, 
1995.  See  113  Stat,  at  1501A-560  through  1501A-561.  The 
Office  amended  the  rules  of  practice  in  title  37  of  the  Code  of 
Federal  Regulations  to  implement  the  RCE  provisions  of  the 
AIPA  by  an  interim  rule  published  in  March  of  2000  and  a  final 
rule  published  in  August  of  2000.  See  Changes  to  Application 
Examination  and  Provisional  Application  Practice,  65  FR 
14865  (Mar.  20,  2000),  1233  Off.  Gaz.  Pat  Office  47  (Apr.  11, 
2000)  (interim  rule),  and  Request  for  Continued  Examination 
Practice  and  Changes  to  Provisional  Application  Practice,  65 
FR  50091  (Aug.  16.  2000),  1238  Offi  Gaz.  Pat.  Office  13  (Sept. 
5,  2000)  (final  rule). 

The  AIPA  also  amended  title  35  of  the  United  States  Code  to 
provide,  with  certain  exceptions,  for  the  publication  of  pending 
patent  applications  (other  than  design  apphcations)  eighteen 
months  after  the  earliest  claimed  filing  date.  See  35  U.S.C. 
122(b).  The  eighteen-month  publication  provisions  of  the  AIPA 
apply  to  utility  and  plant  applications  filed  on  or  after  Novem- 
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ber  29.  2000,  including  any  CPA  filed  on  or  after  November  29, 
2000.  The  Ofl&ce  amended  the  rules  of  practice  in  title  37  of  the 
Code  of  Federal  Regulations  to  implement  the  eighteen-month 
pubhcation  provisions  of  the  AIPA  by  a  final  rule  published  in 
September  of  2000.  See  Changes  to  Implement  Eighteen- 
Month  Publication  of  Patent  Applications,  65  FR  57023  (Sept. 

20,  2000),  1239  Off.  Gaz.  Pat.  Office  63  (Oct.  10,  2000)  (final 
rule).  That  notice  indicated  that  the  Office  must  create  a  patent 
application  publication  of  a  CPA  using  the  copy  of  the  prior 
application  that  is  contained  in  the  Office's  Patent  Application 
Capture  and  Review  (PACR)  system  database  or  microfilm 
records.  See  Changes  to  Implement  Eighteen-Month  Publica- 
tion of  Patent  Applications.  65  FR  at  57047,  1239  Off.  Gaz. 
Pat.  Office  at  84  (comment  58  and  response).  The  PACR 
system  database  or  microfilm  records  for  applications  filed 
before  November  29,  2000,  however,  are  often  inadequate  for 
eighteen-month  publication  purposes.  For  example,  the  copy 
of  the  specification  or  drawings  contained  in  the  Office's 
PACR  system  database  or  microfilm  records  for  applications 
filed  before  November  29,  2000,  is  often  of  too  poor  a  quality 
for  use  in  the  eighteen-month  publication  process.  Since  the 
eighteen-month  publication  of  a  CPA  often  requires  special 
handling,  the  Office  has  been  obliged  to  create  a  special 
eighteen-month  publication  process  for  CPAs,  which  makes 
the  eighteen-month  publication  of  CPAs  both  costly  and 
inefficient. 

The  Office  revised  the  rules  of  practice  in  December  of  1997 
to  permit  applicants  to  effectively  obtain  continued  examina- 
tion of  an  application  using  a  streamlined  continuing  applica- 
tion practice  (i.e..  CPA  practice).  See  37  CFR  1.53(d).  CPA 
practice  was  a  regulatory  substitute  for  statutory  authority  to 
provide  continued  examination  of  an  application  for  a  fee.  See 
Changes  to  Patent  Practice  and  Procedures,  62  FR  53131, 
53142  (Oct.  10,  1997),  1203  Off.  Gaz.  Pat.  Office  63,  72  (Oct. 

21,  1997)  (final  rule)  (comment  17  and  response).  As  a 
convenience  to  applicants,  the  Office  did  not  eliminate  CPA 
practice  as  to  utility  and  plant  appHcations  when  RCE  practice 
was  implemented.  The  Office,  however,  did  make  CPA  practice 
a  transitional  practice  as  to  utility  and  plant  applications,  by 
requiring  that  the  prior  application  have  been  filed  before  May 
29,  200().  See  Request  for  Continued  Examination  Practice 
and  Changes  to  Provisional  Application  Practice,  65  FR  at 
50100,  1238  Off.  Gaz.  Pat.  Office  at  20.  This  change  to  CPA 
practice  was  designed  to  cause  CPA  filings  to  phase  out  over 
time  in  utility  or  plant  applications.  See  Changes  to  Implement 
Eighteen-Month  Publication  of  Patent  Applications,  65  FR  at 
57047,  1239  Off.  Gaz.  Pat.  Office  at  84  (comment  58  and 
response).  Thus,  CPA  practice  was  retained  only  as  a  tempo- 
rary transitional  practice  as  to  utility  and  plant  applications 
after  RCE  practice  was  implemented. 

CPA  filings  are  in  the  process  of  being  phased  out,  but  the 
phasing  out  of  CPA  filings  is  resulting  in  an  ever  increasing 
percentage  of  requests  for  a  CPA  being  improper  because  the 
prior  application  was  not  filed  before  May  29,  2000.  Continu- 
ing to  permit  the  filing  of  a  CPA  in  utiUty  or  plant  applications 
(filed  before  May  29,  2000)  requires  the  Office  to:  (1)  check 
every  request  for  a  CPA  to  determine  whether  it  is  a  proper 
CPA;  and  (2)  maintain  a  special  eighteen-month  publication 
process  for  an  ever  decreasing  number  of  CPAs.  Since  CPA 
practice  for  utility  or  plant  applications  is  largely  redundant  in 
view  of  RCE  practice  and  is  also  costly  and  inefficient,  the 
Office  has  determined  that  it  is  now  appropriate  to  eliminate 
CPA  practice  as  to  utility  and  plant  applications. 

Discussion  of  Specific  Rule 

Title  37  of  the  Code  of  Federal  Regulations,  part  1,  is 
amended  as  follows: 

Section  1.53(d)(1)  is  amended  to  provide  that  an  application 
may  be  filed  as  a  CPA  under  §  1.53(d)  only  if  the  application 
is  for  a  design  patent  (either  an  original  or  reissue  design 
patent)  and  the  prior  nonprovisional  application  (of  which  the 
CPA  is  a  continuation  or  divisional)  is  a  design  application  that 
is  complete  as  defined  by  §  1.51(b). 

Section  1.53(d)(3)  is  amended  to  provide  that  the  fifing  fee 
for  a  CPA  filed  under  §  1 .53(d)  is  the  basic  filing  fee  as  set  forth 
in  §  1.16(f).  Since  §  1.53(d)  no  longer  apphes  to  utility  or  plant 


applications  and  a  design  application  may  contain  only  a  single 
claim  (§  1.154(b)(6)),  there  is  no  need  for  §  1.53(d)(3)  to 
provide  for  additional  claims  fees. 

Section  1 .53(e)(1)  is  amended  to  provide  that  if  a  request  for 
an  application  under  §  1.53(d)  (a  CPA)  does  not  meet  the 
requirements  of  §  1.53(d)  because  the  application  in  which  the 
request  was  filed  is  not  a  design  application,  and  if  the 
application  in  which  the  request  was  filed  was  itself  filed  on  or 
after  June  8,  1995,  the  request  for  an  application  under  § 
1.53(d)  will  be  treated  as  an  RCE  under  §  1.114.  This  change 
to  §  1.53(e)(1)  incorporates  into  the  rules  of  practice  the 
Office's  current  procedures  for  handling  improper  CPAs. 

Experience  has  shown  that  such  requests  for  a  CPA  may  not 
satisfy  the  requirements  of  §  1.114  to  be  a  proper  RCE  (e.g., 
the  request  may  lack  a  submission  as  defined  by  §  1.114(c),  or 
may  not  be  accompanied  by  the  fee  set  forth  in  §  1.17(e)).  In 
such  situations,  the  Office  will  treat  the  improper  request  for  a 
CPA  as  an  RCE  (albeit  an  improper  RCE),  and  the  time  period 
set  in  the  last  Office  action  (or  notice  of  allowance)  will 
continue  to  run.  If  the  time  period  (considering  any  available 
extension  under  §  1.136(a))  has  expired,  the  applicant  must  file 
a  petition  under  §  1.137  (with  a  submission  as  defined  by  § 
1.114(c),  unless  previously  filed,  and/or  fee  set  forth  in  § 
1.17(e))  to  revive  the  abandoned  application. 

During  the  implementation  of  RCE  practice,  the  Office 
indicated  that  if  an  applicant  files  a  request  for  a  CPA  of  an 
application  to  which  CPA  practice  no  longer  applies  and  the 
applicant  does  not  want  the  CPA  request  to  be  treated  as  an 
RCE  (e.g.,  the  CPA  is  a  divisional  CPA),  the  applicant  may  file 
a  petition  under  §  1.53(e)  requesting  that  the  improper  CPA  be 
converted  to  an  application  under  §  1.53(b).  See  Request  for 
Continued  Examination  Practice  and  Changes  to  Provisional 
Application  Practice,  65  FR  at  50093-94,  1238  Off.  Gaz.  Pat. 
Office  at  15.  Since  RCE  practice  has  been  in  place  for  over 
three  years  and  it  is  burdensome  on  the  Office  to  treat  petitions 
requesting  conversion  of  a  CPA  into  an  application  under  § 
1.53(b),  the  Office  will  no  longer  convert  an  improper  CPA  into 
an  application  under  §  1.53(b)  simply  because  it  is  requested 
by  the  applicant.  Therefore,  the  Office  will  now  convert  an 
improper  CPA  into  an  application  under  §  1.53(b)  only  if  the 
applicant  shows  that  there  are  extenuating  circumstances  that 
warrant  the  burdensome  process  of  converting  a  CPA  into  an 
application  under  §  1.53(b)  (e.g.,  restoring  the  application  to 
pending  status  and  correcting  the  improper  RCE  is  not  possible 
because  the  application  has  issued  as  a  patent). 

In  the  event  that  an  applicant  files  a  request  for  a  CPA  of  a 
utility  or  plant  application  that  was  filed  before  June  8,  1995, 
the  Office  will  treat  the  improper  CPA  request  as  an  improper 
application  under  the  provisions  set  forth  in  the  first  sentence 
of  §  1.53(e)(1). 

Response  to  comments:  The  Office  published  a  notice 
proposing  changes  to  the  rules  of  practice  to  eliminate  CPA 
practice  as  to  utility  and  plant  apphcations.  See  Elimination  of 
Continued  Prosecution  Application  Practice  as  to  Utility  and 
Plant  Patent  Applications,  66  FR  35763  (July  9,  2001),  1248 
Off.  Gaz.  Pat.  Office  167  (July  31,  2001)  (proposed  rule).  The 
Office  received  nineteen  written  comments  (from  intellectual 
property  organizations,  patent  practitioners,  and  the  general 
public)  in  response  to  this  notice.  The  comments  and  the 
Office's  responses  to  the  comments  follow: 

Comment  1:  One  comment  that  supported  the  proposal  to 
eliminate  CPA  practice  (as  to  utility  and  plant  applications) 
also  suggested  that  RCE  practice  be  extended  to  design 
applications  so  that  the  Office  could  also  eliminate  CPA 
practice  as  to  design  applications,  thus  completely  eliminating 
CPA  practice. 

Response:  Section  4404(b)(2)  of  the  AIPA  provides  that  the 
RCE  provisions  of  35  U.S.C.  132(b)  do  not  apply  to  applica- 
tions for  a  design  patent.  See  113  Stat,  at  1501A-561.  There- 
fore, the  Office  is  prohibited  by  statute  from  making  RCE 
practice  applicable  to  design  applications. 
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Comment  2:  Several  comments  opposing  the  proposed 
elimination  of  CPA  practice  as  to  utility  and  plant  applications 
argued  that  an  RCE  is  not  the  equivalent  of  a  CPA,  and  that  the 
Office  has  acknowledged  as  much  in  its  publications.  The 
comments  specifically  indicate  that  an  RCE  is  not  equivalent  to 
a  CPA  because:  (1)  One  must  file  a  CPA  in  an  application  filed 
before  November  29,  1999,  to  take  advantage  of  the  common 
prior  art  exclusion  in  35  U.S.C.  103(c)  as  amended  by  §  4807 
of  the  AIPA;  (2)  one  must  file  a  CPA  in  an  application  filed 
before  May  29,  2000,  to  take  advantage  of  the  patent  term 
adjustment  provisions  of  35  U.S.C.  154(b)  as  amended  by  § 
4402  of  the  AIPA;  (3)  one  must  file  a  CPA  in  an  application 
filed  before  November  29,  2000,  to  take  advantage  of  the 
eighteen-month  publication  provisions  of  the  AIPA  (without 
having  to  file  a  copy  of  the  application  by  the  Office's 
electronic  filing  system  (EPS));  (4)  one  cannot  file  an  RCE  in 
an  application  filed  before  June  8,  1995;  (5)  one  cannot  file  an 
RCE  to  obtain  examination  of  a  patentably  distinct  invention 
(i.e.,  analogous  to  a  divisional  CPA);  (6)  one  cannot  file  an 
RCE  to  change  inventorship  without  a  request  to  correct 
inventorship  under  §  1.48;  (7)  one  caimot  file  an  RCE  without 
a  submission;  and  (8)  one  cannot  file  an  RCE  before  prosecu- 
tion in  the  application  is  closed. 

Response:  The  Office  recognizes  that  an  RCE  is  not  a 
complete  equivalent  to  a  CPA.  The  Office  has  addressed  the 
public's  concerns  regarding  the  elimination  of  CPA  practice  by 
delaying  the  elimination  of  CPA  practice  (which  was  initially 
proposed  in  July  of  2001)  until  July  of  2003,  after  more  than 
three  years  have  passed  since  the  enactment  of  the  AIPA.  Since 
CPA  practice  has  remained  in  effect  for  over  three  years  since 
the  enactment  of  the  AIPA,  any  applicant  wishing  to  file  a  CPA 
to  take  advantage  of  the  amendment  to  35  U.S.C.  103(c)  in  the 
AIPA,  the  patent  term  adjustment  provisions  of  the  AIPA,  or 
the  eighteen-month  publication  provision  of  the  AIPA,  has  had 
sufiicient  time  to  do  so.  Any  applicant  now  wishing  to  file  a 
CPA  to  take  advantage  of  any  provision  of  the  AIPA  should  file 
a  CPA  before  July  14,  2003,  the  effective  date  of  this  change  to 
§  1.53(d). 

The  RCE  provisions  of  35  U.S.C.  132(b)  do  not  apply  to 
applications  filed  before  June  8,  1995.  See  113  Stat,  at 
1501A-560  through  1501A-561.  Based  upon  the  current  low 
usage  of  §  1.129(a)  submission  practice,  it  appears  that  there 
are  relatively  few  applications  filed  before  June  8,  1995,  that 
are  still  pending.  In  view  of  the  patent  term  implications  of 
abandoning  an  application  filed  before  June  8,  1995,  in  favor 
of  a  continuing  application,  maintaining  a  streamlined  practice 
(CPA  practice)  for  filing  a  continuing  appUcation  may  result  in 
applicants  inadvertently  taking  this  course  of  action  to  their 
detriment. 

An  applicant  cannot  obtain  examination  of  a  patentably 
distinct  invention  via  an  RCE  (i.e.,  as  with  a  divisional  CPA). 
The  Office's  experience  with  divisional  CPA  practice,  how- 
ever, has  shown  that  divisional  CPA  practice  is  less  than 
desirable.  See  Request  for  Continued  Examination  Practice 
and  Changes  to  Provisional  Application  Practice,  65  FR  at 
50100,  1238  0/  Gaz.  Pat.  Office  at  20  (response  to  comment 
10).  Therefore,  the  "benefits"  of  divisional  CPA  practice  do  not 
warrant  continuing  to  maintain  a  burdensome  CPA  practice. 

An  applicant  cannot  file  an  RCE  to  change  inventorship 
without  a  request  to  correct  inventorship  under  §  1 .48  (as  can 
be  done  in  a  CPA).  The  requirements  of  §  1.48,  however,  have 
now  been  streamlined  sufficiently  that  this  benefit  of  CPA 
practice  does  not  justify  maintaining  a  burdensome  CPA 
practice. 

A  continuing  application  (unlike  an  RCE)  can  be  filed 
without  a  submission  and  before  prosecution  in  the  prior 
application  is  closed.  These  courses  of  action,  however,  tend  to 
extend  application  pendency  and  thus  tend  to  have  an  effect 
that  is  contrary  to  the  Office's  goal  of  reducing  patent 
application  pendency.  Therefore,  the  Office  will  not  maintain 
CPA  practice  to  allow  applicants  to  easily  file  a  continuing 
application  without  a  submission  to  advance  prosecution  or 
before  prosecution  in  the  prior  application  is  closed. 

Comment  3:  One  comment  opposed  the  proposed  change  to 
CPA  practice  on  the  basis  that  it  was  unnecessary  to  abruptly 
end  CPA  practice  as  CPA  practice  is  being  phased  out  (as  to 


utility  and  plant  applications).  Another  comment  suggested 
that  the  Office  wait  until  all  of  the  applications  filed  before 
May  29,  2000,  are  no  longer  pending  before  ehminating  CPA 
practice. 

Response:  The  phasing  out  of  CPA  practice  has  resulted  in 
many  requests  for  a  CPA  now  being  improper  because  they  are 
filed  in  utility  or  plant  applications  that  were  filed  on  or  after 
May  29,  2000.  The  Office  considers  it  appropriate  to  now 
eliminate  CPA  practice  outright  such  that  the  Office  can  treat 
any  subsequently  filed  request  for  a  CPA  as  an  RCE  rather  than 
continue  the  burdensome  process  of  separately  tracking  proper 
CPAs  and  improper  CPAs. 

Comment  4:  One  comment  that  opposed  the  proposed 
change  to  CPA  practice  suggested  that  abruptly  eliminating 
CPA  practice  will  likely  result  in  an  increase  in  CPA  fihngs 
immediately  before  the  effective  date  of  the  change. 

Response:  The  Office  anticipates  that  ehminating  CPA 
practice  as  to  utility  and  plant  application  effective  July  14, 
2003,  may  result  in  an  increase  in  the  number  of  CPA  filings 
between  now  and  July  14,  2003. 

Comment  5:  One  comment  that  opposed  the  proposed 
change  to  CPA  practice  stated  that  eliminating  CPA  practice 
will  likely  result  in  an  increase  in  the  number  of  applications 
that  are  abandoned  when  a  CPA  (now  treated  as  an  RCE)  is 
filed  without  a  submission. 

Response:  As  discussed  above,  the  practice  of  fifing  con- 
tinuing applications  without  any  submission  to  advance  pros- 
ecution tends  to  extend  application  pendency  and  thus  tends  to 
have  an  effect  that  is  contrary  to  the  Office's  goal  of  reducing 
patent  application  pendency.  If  an  improper  CPA  (the  CPA 
being  improper  because  CPA  practice  has  been  eliminated  as  to 
utiUty  and  plant  applications)  does  not  satisfy  the  requirements 
of  §  1.114  to  be  treated  as  a  proper  RCE,  the  Office  will  treat 
the  improper  request  for  a  CPA  as  an  RCE  (albeit  an  improper 
RCE).  If  the  applicant  does  not  supply  a  submission  as  defined 
by  §  1.114(c)  and/or  fee  set  forth  in  §  1.17(e)  within  the  time 
period  for  reply  set  in  the  Office  action  or  notice  of  allowance 
(considering  any  available  extension  under  §  1.136(a)),  the 
applicant  will  need  to  file  a  petition  under  §  1.137  to  revive  the 
abandoned  application  and  supply  a  submission  as  defined  by 
§  1.114(c)  and/or  fee  set  forth  in  §  1.17(e),  unless  previously 
submitted. 

Comment  6:  One  comment  that  opposed  the  proposed 
change  to  CPA  practice  stated  that  the  increased  cost  of 
handling  CPAs  is  offset  by  the  publication  fee.  Another 
comment  that  opposed  the  proposed  change  to  CPA  practice 
stated  that  if  CPAs  are  more  costly  to  process,  the  Office  should 
not  eliminate  CPAs  but  just  charge  additional  fees  for  CPAs. 

Response:  The  Office  cannot  simply  offset  the  additional 
costs  of  publishing  CPAs  under  eighteen-month  publication 
with  additional  fees  (the  publication  fee  or  a  higher  publication 
fee  for  CPAs).  The  Office  cannot  spend  the  fees  it  collects 
absent  authority  from  Congress  to  do  so.  Congress  generally 
does  not  authorize  the  Office  to  spend  all  of  the  fees  it  collects; 
rather.  Congress  generally  authorizes  the  Office  to  spend  up  to 
only  a  certain  amount  of  the  fees  it  collects  and  diverts  the 
remaining  fees  to  other  programs.  Thus,  even  if  the  Office 
collects  additional  pubfication  fees  (ostensibly  to  recover  the 
Office's  cost  of  pubUshing  CPAs),  such  fee  revenue  would 
likely  be  diverted  from  the  Office  leaving  the  Office  with  no 
funding  to  actually  cover  the  increased  cost  of  publishing 
CPAs. 

Comment  7:  One  comment  that  opposed  the  proposed 
change  to  CPA  practice  suggested  that  the  Office  provide  by 
rule  that  a  CPA  will  not  be  published  (under  35  U.S.C.  122(b) 
and  §  1.211).  Another  comment  suggested  that  the  Office 
require  applicant  to  file  a  nonpublication  request  under  § 
1.213(a)  with  any  CPA,  or  require  that  any  applicant  fifing  a 
CPA  without  a  nonpublication  request  under  §  1.213(a)  pro- 
vide a  copy  of  the  application  by  the  Office's  electronic  filing 
system  (§  1.215(c)). 


March  2,  2004 


U.S.  PATENT  AND  TRADEMARK  OFFICE 


1280  OG  549 
(154) 


Response:  35  U.S.C.  122(b)(2)  does  not  provide  an  excep- 
tion to  eighteen-month  publication  for  CPAs.  The  Office 
cannot  simply  require  every  applicant  filing  a  request  for  a 
CPA  to  also  file  a  nonpublication  request  under  §  1.213(a) 
because  not  every  applicant  can  properly  make  the  certification 
required  by  35  U.S.C.  122(b)(2)(B)(i)  and  §  1.213(a).  In 
addition,  the  current  CPA  filing  levels  do  not  justify  engaging 
in  further  refinements  of  CPA  practice  (as  opposed  to  simply 
eUminating  CPA  practice  as  to  utility  and  plant  applications). 

Comment  8:  One  comment  stated  that  after  a  notice  of 
appeal  has  been  filed  but  an  agreement  with  the  examiner  is 
reached,  the  applicant  cannot  file  an  RCE  and  that  a  CPA  is  the 
most  efficient  mechanism  to  effect  the  agreement. 

Response:  An  applicant  can  file  an  RCE  after  a  notice  of 
appeal  has  been  filed  to  effect  any  agreement  with  the  examiner 
(or  to  obtain  continued  examination  of  the  application  before 
the  examiner).  See  §  1.114(a).  There  is  no  reason  why  a  CPA 
would  be  a  more  effective  mechanism  than  an  RCE  to  effect 
any  such  agreement. 

Comment  9:  One  comment  questioned  whether  the  exami- 
nation given  to  an  application  after  the  filing  of  an  RCE  is  the 
same  as  for  a  CPA. 

Response:  The  examination  given  to  an  application  after  the 
filing  of  an  RCE  is  the  same  as  for  a  CPA,  except  that  an 
applicant  cannot  file  an  RCE  to  obtain  examination  of  a 
patentably  distinct  invention  as  in  a  divisional  CPA.  With 
regard  to  first  action  final  practice,  the  action  immediately 
subsequent  to  the  filing  of  an  RCE  may  be  made  final  only  if 
the  conditions  set  forth  in  section  706.07(b)  of  the  Manual  of 
Patent  Examining  Procedure  for  making  a  first  action  final  in  a 
continuing  application  (such  as  a  CPA)  are  met.  See  Request 
for  Continued  Examination  Practice  and  Changes  to  Provi- 
sional Application  Practice,  65  FR  at  50096,  1238  Off.  Gaz. 
Pat.  Office  at  17. 

Comment  10:  Several  comments  opposed  the  proposed 
change  to  eliminate  CPA  practice  (as  to  utility  and  plant 
applications)  on  the  basis  that  a  continuing  application  under  § 
1.53(b)  (non-CPA)  requires  the  applicant  to  copy  and  file 
papers  to  generate  a  new  file  and  this  is  burdensome  when 
compared  with  the  single  paper  necessary  to  file  a  CPA  (which 
the  Office  recognized  when  implementing  CPA  practice).  One 
comment  also  argued  that  continuing  applications  under  § 
1.53(b)  place  a  greater  burden  on  the  Office  than  do  CPAs 
because  CPAs  do  not  require  any  pre-examination  processing 
and  will  be  picked  up  by  the  examiner  for  action  in  a  more 
timely  fashion  than  continuing  applications  under  §  1.53(b). 
One  comment  noted  that  applicants  with  "deep  pockets"  will 
be  able  to  file  a  continuing  application  under  §  1.53(b)  but  that 
small  entities  will  be  more  severely  impacted. 

Response:  While  a  continuing  application  under  §  1.53(b) 
requires  the  applicant  to  copy  and  file  papers  to  generate  a  new 
file,  the  Office  must  now  publish  applications  (including  CPAs) 
at  eighteen  months  from  its  earliest  claimed  filing  date  and  the 
application  papers  (specification,  drawings,  oath  or  declara- 
tion) are  required  for  the  eighteen-month  publication  process. 
In  most  situations  in  which  an  applicant  would  formerly  have 
filed  a  CPA,  the  applicant  will  still  be  able  to  avoid  filing  the 
application  papers  necessary  for  a  continuing  application  under 
§  1.53(b)  by  filing  an  RCE. 

Comment  11:  One  comment  opposing  the  elimination  of 
CPA  practice  suggested  that  a  substantial  number  of  unneces- 
sary CPAs  are  filed  because  the  Office  has  failed  to  adequately 
warn  the  patent  bar  and  its  clients  that  a  CPA  can  be  more 
expensive  for  the  client  than  an  RCE.  The  comment  stated  that 
fewer  CPAs  would  be  filed  if  the  Office  were  to  better  educate 
the  public  on  that  cost  difference. 

Response:  The  Office  has  a  Web  page  (http://www.usp- 
to.gov/web/offices/dcom/olia/aipa/index.htm  )  devoted  to  in- 
formation concerning  the  AIPA  and  the  Office's  implementa- 
tion of  the  AIPA.  The  Web  page  contains  (among  other 
information)  a  chart  explaining  the  various  differences  (includ- 
ing fees)  between  a  CPA,  an  RCE,  and  a  submission  under  § 
1 .129(a)  (http://www.uspto.gov/web/offices/dcom/olia/aipa/ 
comparison_of_cpa_practice.htm  ).  The  Office  also  provided 
numerous  presentations  during  fiscal  years  2000  and  2001 
(including  a  series  of  road  show  presentations)  to  educate  the 


patent  bar  and  general  public  about  the  AIPA  and  the  Office's 
implementation  of  the  AIPA  (including  RCE  practice).  Never- 
theless, the  elimination  of  CPA  practice  (as  to  utility  and  plant 
applications)  will  moot  the  issue  of  unnecessary  CPAs  being 
filed. 

Comment  12:  One  comment  opposing  the  elimination  of 
CPA  practice  suggested  that  a  substantial  number  of  unneces- 
sary CPAs  are  filed  because  the  Office  does  not  allow  an 
applicant  to  voluntarily  publish  an  application  filed  before  but 
pending  on  November  29,  2000.  unless  a  copy  of  the  applica- 
tion is  submitted  under  the  new  electronic  filing  system  (EPS), 
and  that  EPS  is  impossible  or  extremely  burdensome  for  many 
applicants,  or  for  applications  with  many  formulae  or  symbols, 
or  for  companies  with  "firewall"  problems  for  transmissions  of 
very  large  documents  by  electronic  mail  message.  The  com- 
ment stated  that  the  filing  of  a  CPA  is  by  far  the  best  way  to 
obtain  voluntary  publications  (and  fully  accurate  reproduc- 
tions) of  most  applications  filed  before  November  29.  2000. 

Response:  Any  applicant  wishing  to  file  a  CPA  to  effec- 
tively obtain  publication  of  an  application  filed  before  Novem- 
ber 29,  2000,  would  have  filed  a  CPA  for  this  purpose  shortly 
after  November  29,  2000.  Nevertheless,  the  Office  has  received 
approximately  470  EPS  submissions  of  a  copy  of  an  applica- 
tion for  eighteen-month  publication  purposes  (for  publication 
of  an  application  as-amended  under  §  1.215(c),  for  publication 
of  an  application  as-redacted  under  §  1.217,  for  voluntary 
publication  under  §  1.221(a),  and  for  republication  of  an 
application  under  §  1.221(a)).  The  Office  has  also  received 
approximately  7,600  EPS  submissions  of  new  application 
filings.  The  Office  has  a  Patent  Electronic  Business  Center 
(EEC)  to  assist  applicants  who  find  EPS  burdensome  or  have 
other  problems  using  EPS.  The  Patent  EEC  Web  page  is 
located  at  (http://www.uspto.gov/ebc/index.html  ),  and  the 
EEC  Customer  Support  Center  can  be  reached  by  telephone  at 
(703)  305-3028. 

Comment  13:  One  comment  opposing  the  elimination  of 
CPA  practice  suggested  that  the  Office  could  reduce  the 
number  of  CPAs  by  changing  the  current  Office  practice  of 
refusing  to  consider  even  the  most  minor  of  amendments  under 
§  1.116  (not  requiring  any  new  art  search). 

Response:  The  Office  did  not  propose  to  change  the  practice 
concerning  amendments  after  final  action  or  appeal  under  § 
1.116.  Section  1.116(c)  permits  entry  of  an  amendment  after 
final  rejection  or  appeal  upon  a  showing  of  good  and  sufficient 
reasons  why  the  amendment  is  necessary  and  was  not  pre- 
sented earlier.  An  applicant  may  file  an  RCE  under  §  1.114  to 
obtain  entry  of  an  amendment  that  was  refused  entry  under  § 
1.116. 

Rule  Making  Considerations 

Regulatory  Flexibility  Act 

The  Deputy  General  Counsel  for  General  Law,  United  States 
Patent  and  Trademark  Office  certified  to  the  Chief  Counsel  for 
Advocacy,  Small  Business  Administration,  that  the  changes  in 
this  final  rule  do  not  have  a  significant  impact  on  a  substantial 
number  of  small  entities  (Regulatory  Flexibility  Act,  5  U.S.C. 
605(b)).  This  final  rule  eliminates  CPA  practice  as  to  utility  and 
plant  applications.  This  change  does  not  have  a  significant 
economic  impact  on  any  business  because:  (1)  Any  applicant 
(including  small  entities)  in  a  utility  or  plant  application  filed 
before  June  8,  1995,  can  obtain  further  examination  of  the 
application  by  filing  either  a  continuing  application  under  § 
1.53(b)  or  a  submission  under  §  1.129(a)  (if  the  application  is 
eUgible  for  §  1.129(a)  practice);  (2)  any  applicant  (including 
small  entities)  in  a  utility  or  plant  application  filed  on  or  after 
June  8,  1995,  can  obtain  further  examination  of  the  application 
by  filing  either  an  RCE  under  35  U.S.C.  132(b)  and  §  1.114  or 
a  continuing  appHcation  under  §  1.53(b);  and  (3)  any  applicant 
(including  small  entities)  in  a  design  application  can  continue 
to  obtain  further  examination  of  the  application  by  filing  either 
a  CPA  under  §  1.53(d)  or  a  continuing  application  under  § 
1.53(b). 

Executive  Order  13132 

This  rule  making  does  not  contain  policies  with  federalism 
implications  sufficient  to  warrant  preparation  of  a  Federalism 
Assessment  under  Executive  Order  13132  (Aug.  4,  1999). 
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Executive  Order  12866 

This  rule  making  has  been  determined  to  be  not  significant 
for  purposes  of  Executive  Order  12866  (Sept.  30,  1993). 

Paperwork  Reduction  Act 

This  final  rule  involves  information  collection  requirements 
which  are  subject  to  review  by  the  Ofi&ce  of  Management  and 
Budget  (OMB)  under  the  Paperwork  Reduction  Act  of  1995 
(44  U.S.C.  3501  et  seq.).  As  required  by  the  Paperwork 
Reduction  Act  of  1995  (44  U.S.C.  3507(d)),  the  Office  sub- 
mitted an  information  collection  package  to  OMB  for  its 
review  and  approval  of  the  proposed  information  collections 
under  OMB  control  numbers  0651-0031  and  0651-0032.  The 
OflSce  submitted  these  information  collections  to  OMB  for  its 
review  and  approval  because  this  final  rule  will  increase  the 
number  of  RCEs.  The  principal  impact  of  the  changes  in  this 
final  rule  is  to  eliminate  CPA  practice  with  respect  to  utihty  and 
plant  applications. 

The  title,  description  and  respondent  description  of  each  of 
the  information  collections  are  shown  below  with  an  estimate 
of  each  of  the  annual  reporting  burdens.  Included  in  each 
estimate  is  the  time  for  reviewing  instructions,  gathering  and 
maintaining  the  data  needed,  and  completing  and  reviewing  the 
collection  of  information. 

OMB  Number:  0651-0031. 

Title:  Patent  Processing  (Updating). 

Form  Numbers:  PTO/SB/08/21-27/30-32/35-37/42/43/61/ 
62/63/64/67/68/91/92/96/97/PTO-2053/PTO-2055. 

Type  of  Review:  Regular  Submission  (currently  under 
review). 

Affected  Public:  Individuals  or  Households,  Business  or 
Other  For-Profit  Institutions,  Not-for-Profit  Institutions  and 
Federal  Government. 

Estimated  Number  of  Respondents:  2,208,339. 

Estimated  Time  Per  Response:  Between  1  minute  48  sec- 
onds and  8  hours. 

Estimated  Total  Annual  Burden  Hours:  830,629  hours. 

Needs  and  Uses:  During  the  processing  of  an  application  for 
a  patent,  the  applicant/agent  may  be  required  or  desire  to 
submit  additional  information  to  the  United  States  Patent  and 
Trademark  Office  concerning  the  examination  of  a  specific 
application.  The  specific  information  required  or  which  may  be 
submitted  includes:  Information  Disclosure  Statements;  Termi- 
nal Disclaimers;  Petitions  to  Revive;  Express  Abandonments; 
Appeal  Notices;  Petitions  for  Access;  Powers  to  Inspect; 
Certificates  of  Mailing  or  Transmission;  Statements  under  § 
3.73(b);  Amendments;  Petitions  and  their  Transmittal  Letters; 
and  Deposit  Account  Order  Forms. 

OMB  Number:  0651-0032. 

Title:  Initial  Patent  Application. 

Form  Number:  PTO/SB/01-07/13PCT/17-19/29/101-110. 

Type  of  Review:  Regular  Submission  (currently  under 
review). 

Affected  Public:  Individuals  or  Households,  Business  or 
Other  For-Profit  Institutions,  Not-for-Profit  Institutions  and 
Federal  Government. 

Estimated  Number  of  Respondents:  454,287. 

Estimated  Time  Per  Response:  Between  24  minutes  and  10 
hours,  45  minutes. 

Estimated  Total  Annual  Burden  Hours:  4,171,568  hours. 

Needs  and  Uses:  The  purpose  of  this  information  collection 
is  to  permit  the  Office  to  determine  whether  an  application 
meets  the  criteria  set  forth  in  the  patent  statute  and  regulations. 


The  standard  Fee  Transmittal  form.  New  Utility  Patent  Appli- 
cation Transmittal  form,  New  Design  Patent  Application 
Transmittal  form.  New  Plant  Patent  AppUcation  Transmittal 
form,  Declaration,  and  Plant  Patent  Application  Declaration 
will  assist  applicants  in  complying  with  the  requirements  of  the 
patent  statute  and  regulations,  and  will  further  assist  the  Office 
in  the  processing  and  examination  of  the  apphcation. 

Comments  are  invited  on:  (1)  Whether  the  collection  of 
information  is  necessary  for  proper  performance  of  the  func- 
tions of  the  agency;  (2)  the  accuracy  of  the  agency's  estimate 
of  the  burden;  (3)  ways  to  enhance  the  quality,  utility,  and 
clarity  of  the  information  to  be  collected;  and  (4)  ways  to 
minimize  the  burden  of  the  collection  of  information  to 
respondents. 

Interested  persons  are  requested  to  send  comments  regard- 
ing these  information  collections,  including  suggestions  for 
reducing  this  burden,  to  Robert  J.  Spar,  Director,  Office  of 
Patent  Legal  Administration,  United  States  Patent  and  Trade- 
mark Office,  Washington,  DC  20231,  or  to  the  Office  of 
Information  and  Regulatory  Affairs  of  OMB,  New  Executive 
Office  Building,  Room  10235,  725  17th  Street  NW.,  Washing- 
ton, DC  20503,  Attention:  Desk  Officer  for  the  United  States 
Patent  and  Trademark  Office. 

Notwithstanding  any  other  provision  of  law,  no  person  is 
required  to  respond  to  nor  shall  a  person  be  subject  to  a  penalty 
for  failure  to  comply  with  a  collection  of  information  subject  to 
the  requirements  of  the  Paperwork  Reduction  Act  unless  that 
collection  of  information  displays  a  currently  valid  OMB 
control  number. 

List  of  Subjects  in  37  CFR  Part  1 

Administrative  practice  and  procedure.  Courts,  Freedom  of 
Information.  Inventions  and  patents.  Reporting  and  record 
keeping  requirements.  Small  Businesses. 

For  the  reasons  set  forth  in  the  preamble,  37  CFR  part  1  is 
amended  as  follows: 

PART  1— RULES  OF  PRACTICE  IN  PATENT  CASES 

1.  The  authority  citation  for  37  CFR  part  1  continues  to  read 
as  follows: 

Authority:  35  U.S.C.  2(b)(2). 

2.  Section  1.53  is  amended  by  revising  paragraphs  (d)(1), 
(d)(3),  and  (e)(1)  to  read  as  follows: 

§  1.53  Application  number,  filing  date,  and  completion  of 
application. 


(d) 


*  *  * 


(1)  A  continuation  or  divisional  application  (but  not  a 
continuation-in-part)  of  a  prior  nonprovisional  apphcation  may 
be  filed  as  a  continued  prosecution  apphcation  under  this 
paragraph,  provided  that: 

(i)  The  application  is  for  a  design  patent; 

(ii)  The  prior  nonprovisional  application  is  a  design  appli- 
cation that  is  complete  as  defined  by  §  1.51(b);  and 

(iii)  The  application  under  this  paragraph  is  filed  before  the 
earliest  of: 

(A)  Payment  of  the  issue  fee  on  the  prior  application,  unless 
a  petition  under  §  1.313(c)  is  granted  in  the  prior  apphcation; 

(B)  Abandonment  of  the  prior  application;  or 

(C)  Termination  of  proceedings  on  the  prior  application. 

(3)  The  fifing  fee  for  a  continued  prosecution  application 
filed  under  this  paragraph  is  the  basic  fifing  fee  as  set  forth  in 
§  1.16(f). 
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(1)  If  an  application  deposited  under  paragraph  (b),  (c),  or 
(d)  of  this  section  does  not  meet  the  requirements  of  such 
paragraph  to  be  entitled  to  a  filing  date,  applicant  will  be  so 
notified,  if  a  correspondence  address  has  been  provided,  and 
given  a  period  of  time  within  which  to  correct  the  filing  error. 
If,  however,  a  request  for  an  application  under  paragraph  (d)  of 
this  section  does  not  meet  the  requirements  of  that  paragraph 
because  the  application  in  which  the  request  was  filed  is  not  a 
design  application,  and  if  the  application  in  which  the  request 
was  filed  was  itself  filed  on  or  after  June  8,  1995,  the  request 
for  an  application  under  paragraph  (d)  of  this  section  will  be 
treated  as  a  request  for  continued  examination  under  §  1.114. 


May  23,  2003 


JAMES  E.  ROGAN 

Under  Secretary  of  Commerce  for 

Intellectual  Property  and  Director  of 

the  United  States  Patent  and 

Trademark  Office 
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(155)  Continued  Prosecution  Application 

(CPA)  Practice 

Summary:  This  notice  will  clarify  how  the  Patent  and 
Trademark  OfiBce  (PTO)  processes  requests  for  a  continued 
prosecution  application  (CPA)  under  37  C.F.R.  §  1.53(d), 
indicate  that  patent  examiners  act  on  a  CPA  with  priority,  and, 
in  addition,  inform  the  public  about  a  new  PTO  service  to 
acknowledge  receipt  of  a  request  for  a  CPA  which  has  been 
transmitted  by  facsimile  to  the  PTO. 

First:  If  a  request  for  a  CPA  also  includes  an  instruction 
and/or  reference  that  is  inconsistent  with  the  CPA  practice 
{e.g.,  an  instruction  "not  to  abandon  the  prior  application" 
and/or  a  reference  to  a  "continuation-in-part  CPA"  and/or 
"CPA  under  37  C.F.R.  §  1.53(b)"),  the  request  will  be  pro- 
cessed by  the  PTO  solely  as  a  request  for  a  continuation  CPA 
under  37  C.F.R.  §  1.53(d)  (unless  it  is  also  designated  as  a 
divisional  application,  in  which  case  the  request  will  be 
processed  as  a  request  for  a  divisional  CPA  under  37  C.F.R.  § 
1.53(d))  and  the  inconsistent  instruction  and/or  reference  will 
be  ignored. 

Second:  The  PTO  will  treat  continuation  CPAs,  for  exami- 
nation priority  purposes  only,  as  if  they  were  "amended" 
applications  (as  of  the  CPA  filing  date)  and  not  as  "new" 
applications.  As  "amended"  applications  generally  have  a 
shorter  time  frame  for  being  acted  on  by  examiners  than  "new" 
applications,  this  treatment  (of  CPAs  as  "amended"  applica- 
tions) will  result  in  first  Office  actions  being  mailed  in 
continuation  CPAs  much  sooner  than  if  they  had  been  filed  as 
continuations  under  37  C.F.R.  §  1.53(b)  (or  under  former  37 
C.F.R.  §§  1.60  or  1.62).  Therefore,  applicants  are  strongly 
encouraged  to  file  any  preliminary  amendment  in  a  CPA  at  the 
time  the  CPA  is  filed. 

Third:  The  PTO  shall  offer,  as  a  new  service,  the  following: 
The  PTO  will  acknowledge  receipt  of  a  CPA  filed  by  facsimile 
transmission,  if:  (1)  the  CPA  is  accompanied  by  a  "Receipt  for 
Facsimile  Transmitted  CPA"  (PTO/SB/29A)  properly  identify- 
ing the  prior  application;  and  (2)  the  CPA  is  transmitted  by 
facsimile  directly  to  a  technology  center/examining  group.  The 
PTO  will  stamp  the  "Receipt  for  Facsimile  Transmitted  CPA" 
with  the  date  of  receipt  of  the  CPA  and  return  the  "Receipt  for 
Facsimile  Transmitted  CPA"  by  mail  to  the  mailing  address 
mdicated  thereon.  The  CPA  request  form  (PTO/SB/29)  has 
been  modified  to  include  a  separate  "Receipt  for  Facsimile 
Transmitted  CPA"  (PTO/SB/29A)  which  must  be  used  in  order 
to  take  advantage  of  this  new  service. 

Discussion:  Effective  December  1,  1997,  the  PTO  adopted 
the  CPA  practice  (37  C.F.R.  §  1.53(d))  to  provide  a  streamlined 
procedure  to  obtain  further  examination  via  a  continuation/ 


divisional  application.  See  Changes  to  Patent  Practice  and 
Procedure;  Final  Rule  Notice,  62  Fed.  Reg.  53131  (October 
10,  1997),  1203  Off.  Gaz.  Pat.  Office  63  (October  21,  1997), 
and  Changes  to  Continued  Prosecution  Application  Practice; 
Interim  Rule  Notice,  63  Fed.  Reg.  5732  (February  4,  1998), 
1207  Off.  Gaz.  Pat.  Office  83  (February  24,  1998). 

With  respect  to  the  first  subject:  A  CPA,  by  definition,  is  an 
application  filed  under  37  C.FR.  §  1.53(d).  The  fifing  of  a  CPA 
is,  by  rule,  a  request  to  expressly  abandon  the  prior  application 
as  of  the  fifing  date  of  the  CPA.  See  37  C.RR.  §  1.53(d)(2)(v). 
An  applicant  may  file  a  continuation  or  divisional  application 
as  a  CPA,  but  a  continuation-in-pan  may  not  be  filed  as  a  CPA. 
See  37  C.FR.  §  1.53(d)(1);  see  also  37  C.RR.  §  1.53(b)(2)  (a 
continuation-in-part  must  be  filed  under  this  paragraph)  and  § 
1.53(d)(5)  (no  amendment  in  a  CPA  may  introduce  new  matter 
or  matter  that  would  have  been  new  matter  in  the  prior 
application).  The  PTO,  however,  has  received  a  number  of 
papers  requesting  a  CPA,  but  also  containing  some  instruction 
and/or  reference  that  is  inconsistent  with  the  CPA  practice. 
Since  streamlined  processing  is  the  essence  of  the  CPA 
practice,  the  PTO  will  not  hold  the  request  to  be  improper  and 
deny  a  filing  date  to  a  CPA  simply  because  it  contains  an 
instruction  and/or  reference  that  is  inconsistent  with  the  CPA 
practice.  Rather,  assuming  that  the  request  otherwise  meets  the 
requirements  to  be  entitled  to  a  filing  date  as  a  CPA  (see  37 
C.F.R.  §  1.53(d)(1)),  the  inconsistent  instruction  and/or  refer- 
ence will  be  ignored  and  the  request  will  be  processed  solely  as 
a  request  for  a  continuation  (or  divisional,  if  so  indicated)  CPA 
under  37  C.RR.  §  1.53(d). 

If  applicant  wants  the  PTO  to  disregard  a  previously  filed 
request  for  a  CPA  (and  not  recognize  its  inherent  request  to 
expressly  abandon  the  prior  application)  and  to  treat  the  paper 
as  the  filing  of  an  application  under  37  C.F.R.  §  1.53(b),  the 
applicant  must  file  a  petition  under  37  C.F.R.  §  1.182.  A 
request  to  expressly  abandon  an  application  is  not  effective 
until  the  abandonment  is  acknowledged,  including  the  express 
abandonment  of  the  prior  application  of  a  CPA  that  occurs  by 
operation  of  37  C.RR.  §  1.53(d)(2)(v).  See  Changes  to  Patent 
Practice  and  Procedure;  Training  and  Implementation  Guide, 
Question  and  Answer  66  (December  1997).  The  express 
abandonment  of  the  prior  application  is  acknowledged  and 
becomes  effective  upon  processing  and  entry  of  the  CPA  into 
the  file  of  the  prior  application.  Thus,  such  a  petition  under  37 
C.F.R.  §  1.182  should  be  filed  expeditiously  since  the  petition 
will  not  be  granted  once  the  request  for  a  CPA  has  been  entered 
into  the  prior  application  (and  the  inherent  request  to  expressly 
abandon  the  prior  application  has  been  acknowledged).  If  the 
request  for  a  CPA  has  been  entered  into  the  prior  application  by 
the  time  the  petition  under  37  C.F.R.  §  1.182  and  the 
application  file  are  before  the  deciding  official  for  a  decision  on 
the  petition,  the  petition  will  be  denied. 

It  is  noted,  however,  that  if  the  applicant  intended  to  file  a 
second  application  (either  a  continuation  or  a  divisional) 
without  abandoning  the  prior  application,  applicant  can  still 
achieve  that  result  without  loss  of  the  benefit  of  the  original 
filing  date  by:  (1)  continuing  the  prosecution  of  the  original 
application  via  the  CPA;  and  (2)  filing  a  new  continuation/ 
divisional  under  37  C.F.R.  §  1.53(b)  claiming  benefit  of  the 
CPA  and  its  parent  applications  under  35  U.S.C.  §  120  during 
the  pendency  of  the  CPA. 

Any  (new)  specification  filed  with  a  CPA  request  will  not  be 
considered  pan  of  the  original  CPA  papers,  but  will  be  treated 
as  a  submission  of  a  substitute  specification  in  accordance  with 
37  C.RR.  §  1.125.  See  37  C.RR.  §  1.53(d)(5).  Thus,  applicant 
will  have  to  comply  with  the  requirements  of  37  C.F.R.  § 
1.125(b)  before  the  substitute  specification  will  be  entered  into 
the  CPA.  See  Changes  to  Patent  Practice  and  Procedure; 
Training  and  Implementation  Guide,  Question  and  Answer  61. 
Since  37  C.F.R.  §  1.125(b)  requires  that  a  substitute  specifi- 
cation be  accompanied  by,  inter  alia,  a  statement  that  the 
substitute  specification  includes  no  new  matter,  any  substitute 
specification  containing  new  matter  will  be  denied  entry  by  the 
examiner.  Any  preliminary  amendment  to  the  written  descrip- 
tion and  claims,  other  than  a  substitute  specification,  filed  with 
a  CPA  request  will  ordinarily  be  entered.  Any  new  matter 
which  is  entered,  however,  will  be  required  to  be  canceled 
pursuant  to  35  U.S.C.  §  132  from  the  descriptive  portion  of  the 
specification.  See  Final  Rule  Notice,  62  Fed.  Reg.  at  53141, 
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1203  Off.  Gaz.  Pat.  Office  at  11.  Further,  any  claim(s)  which 
relies  upon  such  new  matter  for  support  will  be  rejected  under 
35  U.S.C.  Z§  112,  first  paragraph.  See  MPEP  2163.06. 

In  the  event  that  a  substitute  specification  or  preliminary 
amendment  containing  new  matter  was  filed  with  a  request  for 
a  CPA,  applicant  may  file  a  petition  under  37  C.F.R.  §  1.182 
requesting  that  the  substitute  specification  or  preliminary 
amendment  be  removed  from  the  CPA  application  file,  and  be 
accorded  the  status  as  a  separate  application  by  being  placed  in 
a  new  file  wrapper  and  assigned  a  new  application  number, 
with  the  new  application  being  accorded  a  filing  date  as  of  the 
date  the  request  for  a  CPA  and  substitute  specification/ 
preliminary  amendment  were  filed. 

Of  course,  a  request  for  a  CPA  is  not  improper  simply 
because  the  request  is  accompanied  by  a  substitute  specifica- 
tion or  preliminary  amendment  containing  new  matter.  Thus, 
an  applicant  will  not  be  entitled  to  a  refund  of  the  filing  fee 
paid  in  a  proper  CPA  as  a  result  of  the  granting  of  a  petition 
under  37  C.F.R.  §  1.182  requesting  that  the  substitute  specifi- 
cation or  preUminary  amendment  be  removed  from  the  CPA 
application  file. 

With  respect  to  the  second  subject:  The  PTO  has  received 
several  comments  from  practitioners  who  have  been  surprised 
at  receiving  a  first  Office  action  (in  a  CPA  application)  fairly 
quickly  after  filing  a  request  for  the  CPA.  The  CPA  procedure 
permits  the  PTO  to  perform  all  pre-examination  processing  of 
a  CPA  in  a  technology  center/examining  group  to  which  the 
prior  application  is  assigned,  which  reduces  the  time  it  takes  to 
provide  a  first  Office  action  in  a  CPA.  See  Final  Rule  Notice, 
62  Fed.  Reg.  at  53145,  1203  Off.  Gaz.  Pat.  Office  at  74 
(response  to  comment  29).  In  addition,  the  PTO  has  decided  to 
treat  all  continuation  CPAs,  for  examination  priority  purposes 
only,  as  though  they  are  amended  applications  (as  of  the  filing 
date  of  the  CPA)  which  generally  results  in  examiners  acting 
on  the  CPAs  fairly  quickly,  as  amended  applications  will 
ordinarily  be  acted  on  by  examiners  within  one  or  two  months 
of  docketing  of  the  applications  to  the  examiners.  As  a  result, 
continuation  CPAs  would  be  acted  on  by  an  examiner  much 
sooner  than  if  they  were  treated,  for  examination  priority 
purposes,  as  new  applications.  See  Final  Rule  Notice,  62  Fed. 
Reg.  at  53144,  1203  Off.  Gaz.  Pat.  Office  at  74  (comment  27). 
Therefore,  applicants  are  strongly  encouraged  to  file  any 
preliminary  amendment  in  a  CPA  at  the  time  the  CPA  is  filed, 
especially  where  the  preliminary  amendment  is  a  resubmission 
of  an  amendment  filed  after  final  rejection  which  was  denied 
entry  via  an  advisory  action  in  the  prior  application.  While  the 
PTO  consistently  encourages  appHcants  to  file  a  complete 
application  in  condition  for  examination,  appHcants  should 
note  that  the  PTO  will  not  examine  a  CPA,  or  any  new 
application,  until  the  appropriate  filing  fee  (37  C.F.R.  §  1.16) 
has  been  submitted.  Applicants  should  also  note,  however,  that 
deposit  account  charge  authorizations  carry-over  to  a  CPA 
from  the  prior  application.  See  Changes  to  Patent  Practice  and 
Procedure;  Training  and  Implementation  Guide,  Question  and 
Answer  39.  Thus,  an  authorization  in  the  prior  application  to 
charge  all  fees,  fees  under  37  C.F.R.  §  1.16,  or  filing  fees  to  a 
deposit  account  in  the  prior  apphcation  will  be  treated  as 
payment  of  the  basic  filing  fee  (and  result  in  a  charge  to  the 
deposit  account)  in  a  CPA  of  the  prior  application. 

With  respect  to  the  third  subject:  While  37  C.F.R.  §  1.6(f) 
provides  a  remedy  (if  the  appropriate  records  are  maintained) 
in  the  event  that  a  CPA  transmitted  to  the  PTO  by  facsimile  is 
lost,  the  PTO  has  received  several  comments  from  practitio- 
ners indicating  that  they  do  not  file  CPAs  by  facsimile 
transmission  due  to  the  lack  of  a  prompt  acknowledgment  of 
receipt  of  the  CPA  by  the  PTO.  To  address  this  concern,  the 
PTO  has  decided  that  it  will  acknowledge  receipt  of  requests 
for  CPAs  transmitted  to  the  PTO  by  facsimile,  if:  (1)  the  CPA 
is  accompanied  by  a  "Receipt  for  Facsimile  Transmitted  CPA" 
(PTO/SB/29A)  properly  identifying  the  prior  application;  and 
(2)  the  CPA  is  transmitted  by  facsimile  directly  to  a  technology 
center/examining  group. 

The  PTO  has  modified  its  CPA  request  form  (PTO/SB/29)  to 
include  a  separate  "Receipt  for  Facsimile  Transmitted  CPA" 
(PTO/SB/29 A).  A  CPA  request  form  (PTO/SB/29)  including  a 


"Receipt  for  Facsimile  Transmitted  CPA"  (PTO/SB/29A)  is 
appended  to  this  notice  for  illustrative  purposes.  Applicants  are 
not  required  to  use  the  PTO  created  "Receipt  for  Facsimile 
Transmitted  CPA"  (PTO/SB/29A),  or  the  PTO  created  CPA 
request  form  (PTO/SB/29),  when  filing  a  CPA.  The  PTO, 
however,  wiU  acknowledge  receipt  of  a  facsimile  transmitted 
CPA  as  set  out  in  this  notice  only  if  the  CPA  is  accompanied  by 
a  copy  of  the  PTO  created  "Receipt  for  Facsimile  Transmitted 
CPA"  (PTO/SB/29A)  completed  by  the  applicant,  and  will  not 
acknowledge  non-PTO  versions  of  a  "Receipt  for  Facsimile 
Transmitted  CPA." 

A  request  for  a  CPA  transmitted  to  the  PTO  by  facsimile 
should  be  transmitted  directly  to  the  technology  center/exam- 
ining group  to  which  the  prior  apphcation  is  assigned.  See 
Changes  to  Patent  Practice  and  Procedure;  Training  and 
Implementation  Guide,  Question  and  Answer  44.  In  order  to 
encourage  applicants  to  transmit  CPA  requests  directly  to  the 
technology  centers/examining  groups,  the  PTO  will  only 
acknowledge  receipt  of  a  CPA  request  filed  by  facsimile 
transmission  where  the  CPA  request  is  transmitted  directly  to  a 
technology  center/examining  group. 

All  PTO  forms,  including  the  CPA  request  form  (PTO/SB/ 
29)  and  "Receipt  for  Facsimile  Transmitted  CPA"  (PTO/SB/ 
29 A),  are  available  on  the  PTO  Home  Page,  either  individually 
or  in  a  single  zip-compressed  file  from  the  PTO  ftp  server  at 
ftp://ftp.uspto.gov/pub/forms/.  Individual  forms  for  patent  and 
trademark  submissions  can  also  be  requested  from  800-PTO- 
8199  or  703-308-HELP  A  specimen  book  of  Patent  Forms  can 
be  purchased  for  $25  from  the  Office  of  Electronic  Information 
Products,  telephone  number  703-306-2600. 

Applicants  filing  a  CPA  by  facsimile  transmission  may 
include  a  "Receipt  for  Facsimile  Transmitted  CPA"  (PTO/SB/ 
29 A)  containing  a  mailing  address  and  identifying  information 
{e.g.,  the  prior  application  number,  filing  date,  title,  first  named 
inventor)  with  the  request  for  a  CPA.  The  PTO  will:  (1) 
separate  the  "Receipt  for  Facsimile  Transmitted  CPA"  from  the 
CPA  request  papers;  (2)  date-stamp  the  "Receipt  for  Facsimile 
Transmitted  CPA";  (3)  verify  that  the  identifying  information 
provided  by  the  applicant  on  the  "Receipt  for  Facsimile 
Transmitted  CPA"  is  the  same  information  provided  on  the 
accompanying  request  for  a  CPA;  and  (4)  mail  the  "Receipt  for 
Facsimile  Transmitted  CPA"  to  the  maihng  address  provided 
on  the  "Receipt  for  Facsimile  Transmitted  CPA."  The  "Receipt 
for  Facsimile  Transmitted  CPA"  cannot  be  used  to  acknowl- 
edge receipt  of  any  paper(s)  other  than  the  request  for  a  CPA. 

A  returned  "Receipt  for  Facsimile  Transmitted  CPA"  may  be 
used  as  prima  facie  evidence  that  a  request  for  a  CPA 
containing  the  identifying  information  provided  on  the  "Re- 
ceipt for  Facsimile  Transmitted  CPA"  was  filed  by  facsimile 
transmission  on  the  date  stamped  thereon  by  the  PTO.  As  the 
PTO  will  verify  only  the  identifying  information  contained  on 
the  request  for  a  CPA,  and  will  not  verify  whether  the  CPA  was 
accompanied  by  other  papers  {e.g.,  a  preliminary  amendment), 
the  "Receipt  for  Facsimile  Transmitted  CPA"  cannot  be  used  as 
evidence  that  papers  other  than  a  CPA  were  filed  by  facsimile 
transmission  in  the  PTO.  Likewise,  applicant-created  "re- 
ceipts" for  acknowledgment  of  facsimile  transmitted  papers 
(whether  created  for  the  acknowledgment  of  a  CPA  or  other 
papers)  cannot  be  used  as  evidence  that  papers  were  filed  by 
facsimile  in  the  PTO. 

Finally,  applicants  are  cautioned  not  to  include  information 
on  a  "Receipt  for  Facsimile  Transmitted  CPA"  that  is  intended 
for  retention  in  the  application  file,  as  the  PTO  does  not  plan  on 
retaining  a  copy  of  such  receipts  in  the  file  of  the  application. 

Inquiries  regarding  this  matter  should  be  directed  to  Fred  A. 
Silverberg  or  John  F.  Gonzales,  Senior  Legal  Advisors,  at  (703) 
305-9285. 


August  12,  1998 


STEPHAN  G.  KUNIN 

Deputy  Assistant  Commissioner 

for  Patent  Policy  and  Projects 
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CONTINUED  PROSECUTION  APPLICATION  (CPA) 
REQUEST  TRANSMITTAL 

Submit  »n  ofigm9i,gnd  »  ixupiicitt  for  fit  procti^ng. 
ipnhf  ^rContinuaiion  or  DryisionafippircalionsurKi*r37  C.F.R.  §  1.53fit)) 


CHECK  SOX.  ffiffilaM : 

□  dupuc:ate 


Address  to: 

Assistant  Commissionef  for  Patents 
Box  CPA 
Washington,  DC 20231 

Attorney  Docket  No. 
of  Prior  Application 

First  Named  fr>ver>tor 

Examiner  Name 

Group/ Art  Uni 

Express  Mai/LabefNo. 

This  is  a  request  for  a         D  continuation  or      [D  divisior^a I  application  under  37  C.F.R.  §  1.53(d). 

(continued  prosecution  application  (CPA))  of  prior  application  number / 

filed  on  .entitled  


NOTES 


FfLJNG  QUAl/FtCATfONS:  The  prior  application  xfeMfffed  above  rrnfst  be  a  nQf>prwi$ionat  application  that  is  either  (1)  complete 
as<hf}ned  tyj/37  C.Efi^  t5l(bX  or(2)the  rtationafdiage  of  an  intemationai  appScatioD  in  corrptiancew^ 
A  Notice  wif  be  pJaced  on  a  patent  issuing  from  a  CPA^  except  for  reissues  and  designs^  to  the  effect  that  the  patent  issued  on  a 
CPA  and  is  sut^t  to  the  ^enty^earpat&nt  term  provisions  of  35  U.  S.C.  §  1 54{a)(^).   Therefore,  the  prior  application  of  5  CPA 
n>ay  have  been  fifed  before,  on  orafter  June  d,  ^999. 


C-i^  HOT  PEfiNrnSD:  A  continuation-ir^i>art  application  cannot  be  filed  as  a  CPA  u/>der37C.f.R.$1.5$(dX  but  must  be  fH^ 
underS7C.F.K§1.53(by 


emtESS  tmAfOOimEtfr  OF  PRIOR  APPLfCAT/ON:    The  filind  Of  this  CPA  is  a  mfuest  to  exf>tessl^  abandon  the  prior 
application  as  of  the  fMng  date  of  the  /ec^st  for  a  CPA.   37  C.F.R  §  1.53(t^  must  be  used  to  file  a  continuation,  di/isiortal,  or 

COntinuatKtn-ifhP^rtofanappHcatiOnthathnoitO  be  abandoned,  ;.:;;•;.;:;;;;;;::::;;;;:;::::;: 


A  CCCSS  TO  /VKW  APPUCA  TKW:  The  fifing  of  this  CPA  tvOfbe  construed  to  incktde  a  wai/er  of  confider^iaiiy  iy  the  applicant 
under  35  U.S.C.  122  to  the  e>ient  that  any  member  of  the  pobHc  wtio  is  entiled  under  the  provisions  of  37  C.F.I^.  S  "i  ^^  to  access 
to,  copies  of,  or  information  concerning,  the  prior  application  may  be  g*/en  similar  access  to,  copies  of,  or  simitar  infonnation 
concerning,  the  other  application  or  applications  in  the  fUe  Jacket 


35  US.C  12^STAJEP/ENT:  In  a  CPA,  no  reference  to  the  prtr  application  is  needed  in  the  fH'St  sentence  of  the  specfication  and 
r>one  should  be  submitted.  If  a  sentence  re^rencing  the  poor  application  is  submitted,  iwHlnottoe  entend  A  request  for  a  CPA 
is  the  spec  fie  reference  required  bj/  35  US  C  120  and  to  every  application  ass^ned  the  application  number  identfied  in  such 
request  37  CFR^17Sfay  '        ^      '^    •••^■-     ^  '        '       '-     ^    ^  ^^       ^  . 


1.  Q  Enter  the  unentered  amendment  previously  filed  on 

under  37  C.F.R.  §  1 .1 16  in  the  prior  nonprovisional  application. 

2.  D  A  preliminary  amendment  is  enclosed. 

3.  This  application  is  filed  by  fewer  than  all  the  inventors  named  in  the  prior  application,  37  C.F.R.  §  1.53  (d)(4) 

a.  n    DELETEthe  following  inventor(s)  named  in  the  prior  nonprovisional  application: 


b.  n    The  inventor(s)  to  be  deleted  are  set  forth  on  a  separate  sheet  attached  hereto. 

4.  D  A  new  power  of  attorney  or  authorization  of  agent  (PTO/SB/81 )  is  enclosed. 

5.  Information  Disclosure  Statement  (IDS)  is  enclosed: 
a   D    PTO-1449 

b.  □    Copies  of  IDS  Citations 


-h 
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Underthe  Paperwork  Reduction  Act  of  1895.  no  persons  are  r*  quired  to  respof>d  to  a  coHecbon  of  tnfofmation  unltss  it  dtsptays  a  valid  OMB  control  number. 


+ 


CLAIMS 

(1)  FOR 

5)  NUMBER  FILED 

(3)  NUMBER  EXTRA 

(4)  RATE 

(5)C/>LCULATI0NS 

::;::i;i:;;i:::;::;:::;::::i:| 

TOTAL  CLAIMS 

-20*  = 

x$ 

$ 

:x:Sx:>x:i^x^>:^: 

INDEPENDENT  CLfiiMS 

-3**  = 

x$ 

MULTIPLE  DEPENDENT  CL/yMS  Of  applicable)  (37  C.F.R.l  1.18(d)) 

♦  $ 

BASIC  FEE 

W^^kMM^ 

.•.•.'.•.■.'.•.'.'.'. y.'. '.'.•.■.■.■.•.•.•.•.•.'.'.'.'.'.•.'.•,•.•,•.'.•.•.'.'.'.'.'.'.',•.•.'.','.'.'.'.•.•.•.•.■.•.•.•.•.'.•.'.'.'. '.•.*.\*.'.' 

•:-:v:':-:-x-:'X':-:-8         ifW  L^.rjt  ji.i^ 
Total  of  above  C  akxil  ations  = 

:•:■:•:■:•:•:•;•:•:■:•:•:•:•:•:•:•:■;  •:-:-:-:-:-:-:-:->:-:v':-:-:-:-:-:-:-;';-;-:-:-;-:%-:-;-:;-:-:-:\-:-:';-:-:-:<-:-;-;-:-:-:\"-:-:-::-:-: 

ijixixiiliixiiix;:;: 

•:■:•:•:  •;-:-:-:-;-:':V:-:-;  ■:•;>•:•:•;•:•;•:•;•:  "i^ 

Reduction  by  50%  for  fifing  by  small  entity  (Note  37  C.F  R.  §§  1 .9. 1 .27  &  1 .28). 

•   RttfSM  ciiims  in  excc«5  of  20  »nd  ov»r  origin  ft  ptttnt.                                               THTA 1 

6.  Small  entity  status: 

a.  □    A  small  entity  statement  is  enclosed,  if  (b)  and  (c)  do  not  apply. 

.   f-i   Asmall  entity  statement  was  filed  in  the  orior  nonprovisional  application 
"  •— ^    and  sucn  status  is  still  proper  and  desired. 

c.  □    Is  no  longer  claimed. 

7.  The  Commissioner  is  hereby  authorized  to  credit  overpayments  or  charge  the  following  fees  to 
Deposit  Account  No. - : 

a.  □    Fees  required  under  37  C.F.R.  §  1 .1 6. 

b.  n    Fees  required  under  37  C.F.R.  §  1 .1 7. 

c.  □    Fees  required  under  37  C.F.R.  §  1 .18. 
8.n  A  check  in  the  amount  of  $ 


is  enclosed. 


9.0    New  Attorney  Docket  Number,  if  desired 

[P/ior  api^^ion  Attofwy  DocM  NUmbtr  mHcifryowrioMs  CPA  unless  a  mwAitomiy  Otctni  Number  has  been  pntkkdhenm.J 
10  a.CI]  Receipt  For  Facsimile  Transmitted  CPA  (FT 0/SB/29A) 

b.D   Return  Receipt  Postcard  (Should  be  spedfically  itemized.  See  MPEP  503) 
11. □   Other: 


M)TB 


The  priDrappifcation'scotre^ondence  address  wfft  cany  over  to  this  CPA 
UsILESSanewconresDondenceaddressisorcvidedbehw. 


1Z  NEW  CORRESPONDENCE  ADDRESS 


O   CastomtrhkmbtrorBarOxM  Ijtbti   i 


or      CH     f\k  w  oomsp  ond^not  addnss  b*k)w 


t  ()ns*(t  Cu9ib»«rNi>6r  Ai^eh  b^retdt  lab^  n^f*) 


Ajb«e 


Addnsf 


Cify 


Skh 


ZipCodf 


Country 


Tfltphonf 


Fax 


nSiGNATUR£OFAPPLiCANr,ATTORf^Yr  OR  AGENT  REQURED 


fiisme      (Prmt/Tyit*) 


SigMtur& 


Registration  M>.  i^WinmyfAqtt*) 


Date 


^^-p^^w^w^^ 
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ir»»  RECBPTn  mctiHiwSwItliantfittfora  CPA  m»d  tv  factmOt 
tramm»»io»,  itwiOIf*  datt  stmitped  and  mai^dtot^  ADDRESS  fit  ittm  1. 


1. ADDRESS 


Applicant's  Maying  A  ddress  for  tf>fs  recetpt  must  be 
CLEARL  y  PRINTED  or  TYPED  m  tfic  iox  Jbelbw. 


FOR 

FA  CS IMI L  E  IRA  NS  MITTED 

CPA 


B  C<iniim»ifPrQ»a)ihnAppik-atjo:T)  (CfiA) 


NOTE:  By  this  receipt,  the  PTO  (a)  ac/tnowtedges  that  a 

request  for  a  CPA  was  iiled  by  iacsbnite  transmission  on 

the  date  stamped  befow  by  the  PTO  and(b)  verifies  only  that  the  application  number  provided 

by  the  applicant  on  this  receipt  is  the  same  as  the  application  number  provided  on  the 

accompanyirtg  request  for  a  CPA  This  receipt  CAIWOT  be  used  to  acknowledge  recent  of  any 

papetfs)  other  than  the  request  for  a  CPA 

2.  APPLICATION  IDENTIFICATION: 

(Pm  <Mt  at  least  enough  infotm  ation  to  idt  nUfy  the  app  Hcation) 

a.  For  prior  application 

Application  No:  

Filing  Date.  

Title:  

Attorney  Docket  No:  

First  Named  Inventor:  

b.  For  Instant  CPA  application 

New  Attorney  Docket  No:    

fftpplnat>ie) 


The  PTO  date  stamp,  which  appears  in  the  box  to 
the  right,  is  an  aclcnowledgement  by  the  PTO  of 
receipt  of  a  request  for  a  CPA  filed  by  facsimile 
transmission  on  the  date  indicated  below. 


PTO  HANDLING  INSTRUCTIONS: 
Please  stamp  area  to  the  right  with  the  date  the  compMe 
transmtsstof)  of  the  request  for  a  CPA  was  recet/ed  in  the  PTO  arnf 
also  tnci/de  the  PTO  organiiation  name  that  provided  the  date 
Stamp  (stamp  may  incktde  both  terns).  Verfy  that  the  appiicatior) 
number  provided  by  appMcaM  on  this  receipt  is  the  same  as  the 
application  number  provided  iff  applicant  on  the  request  for  a  CPA 
accompanying  this  receipt  if  there  is  an  inconsistency  between  the 
application  rnimber  provided  on  this  receipt  and  the  request  for  a 
CPA,  strife  through  the  inconsistent  application  number  provided  on 
this  receipt  and  insert  the  correct  application  number,  if  possible. 
Then  place  in  a  wirtdow  envelope  and  maH 


(THIS  AREA  FOR  PTO  £W  TE  STAMP  USE) 


Burden  Mour  Statement:  Thisfomiis  estimated  to  take  0.4  hours  to  oomplctc.  Time 
•i  vary  dependirtg  upon  the  needs  of  the  irKiividual  case,  finy  comnrwnts  on  the 
amount  of  time  you  are  required  io  oorrplete  this  form  should  be  sent  to  ttw  Chief 
hbrrrBfon  OfDoer,  Patent  and  TradematV  OUce.  Wtehinaton.  OC  2D231.  00  NOT 
SEND  FEES  OR  COMPLETED  FORMS  TO  THIS  ADDRESS.  SEND  TO:  /Assistant 
Co nmssioiMr  for  Patents.  Box  Patent  AppHcatiort.  VUMvirtoton.  DC  2D231. 
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(156)  DEPARTMENT  OF  COMMERCE 

Patent  and  Trademark  Office 

37  CFR  Part  1 

[Docket  No.  980108007-8131-02] 

RIN0651-AA97 

Changes  to  Continued  Prosecution  Application  Practice 

AGENCY:  Patent  and  Trademark  Office,  Commerce. 

ACTION:  Final  rule. 

SUMMARY:  The  Patent  and  Trademark  Office  (Office)  is 
confirming  the  amendment  of  its  regulations  that  removed  the 
requirement  that  the  prior  application  of  a  continued  prosecu- 
tion application  (CPA)  must  have  been  filed  on  or  after  June  8, 
1995.  This  requirement  was  removed  in  response  to  requests 
from  the  pubUc. 

DATES:  This  final  rule  is  effective  on  July  2,  1998.  The 
interim  rule,  published  at  63  FR  5732,  was  effective  February 
4,  1998. 

APPLICABILITY  DATE:  This  rule  change  applies  to  all 
continued  prosecution  applications  filed  on  or  after  December 
1,  1997. 

FOR  FURTHER  INFORMATION  CONTACT:  Concerning 
this  final  rule:  Hiram  H.  Bernstein  or  Robert  W.  Bahr,  Senior 
Legal  Advisors,  by  telephone  at  (703)  305-9285;  or  by  mail 
addressed  to:  Box  Comments-Patents,  Assistant  Commissioner 
for  Patents,  Washington,  DC  20231;  or  by  facsimile  to  (703) 
308-6916,  marked  to  the  attention  of  Mr.  Bernstein. 

Concerning  §  1.53  in  General:  John  F.  Gonzales,  Fred  A. 
Silverberg,  or  Robert  W.  Bahr,  Senior  Legal  Advisors,  at  the 
above-mentioned  telephone  number. 

SUPPLEMENTARY  INFORMATION:  Continued  Prosecu- 
tion Application  (CPA)  practice  under  §  1.53(d)  was  adopted  to 
permit  applicants  to  obtain  further  examination  of  an  applica- 
tion. See  Changes  to  Patent  Practice  and  Procedure;  Final 
Rule  Notice,  62  FR  53  13  1,  53  147  (October  10,  1997),  1203 
Off.  Gaz.  Pat.  Office  63,  76-77  (October  21,  1997).  Section 
1.53(d)  as  adopted,  effective  December  1,  1997,  required,  inter 
alia,  that  the  prior  application  of  a  CPA  be  filed  on  or  after  June 
8,  1995.  See  Final  Rule  Notice,  62  FR  at  53186,  1203  Off.  Gaz, 
Pat.  Office  at  112.  Thus,  if  an  application  was  filed  before  June 
8,  1995,  the  applicant  was  required  to  file  a  continuation  (or 
divisional)  under  §  1.53(b)  to  obtain  further  examination. 

Section  1.53(b)  requires  that  any  application  filed  thereunder 
(including  a  continuation  or  divisional)  contain  a  specification 
(including  at  least  one  claim)  and  any  necessary  drawing. 
While  §  1.53(b)  permits  the  submission  of  a  rewritten  speci- 
fication (with  all  prior  amendments  incorporated),  such  an 
option  is  only  practical  to  those  who  have  the  prior  application 
in  electronic  form.  For  those  applicants  who  do  not  have  the 
prior  application  in  electronic  form,  their  only  option  is  to 
submit  a  copy  of  the  prior  application  (including  any  appendix) 
along  with  a  copy  of  all  the  amendments  made  in  the  prior 
application,  as  well  as  copies  of  all  other  papers  filed  in  the 
prior  application  {e.g.,  information  disclosure  statements 
(IDSs),  affidavits,  declarations)  that  are  to  be  considered  in  the 
continuing  application. 

Subsequent  to  the  adoption  of  the  change  to  §  1.53(d),  the 
Office  received  a  number  of  comments  indicating  that  it  takes 
a  considerable  amount  of  time  to  prepare  the  papers  required 
by  §  1.53(b),  even  when  copied  from  a  prior  application.  In 
view  of  these  concerns,  the  Office  amended  §  1.53(d)(l)(i)  by 
an  immediately  effective  interim  rule  to  eliminate  its  require- 
ment that  the  prior  application  of  a  CPA  be  filed  on  or  after 
June  8,  1995,  and  requested  public  comment  on  this  interim 
rule  change.  See  Changes  to  Continued  Prosecution  Applica- 
tion Practice;  Interim  Rule  Notice,  63  FR  5732  (February  4, 
1998),  1207  Off.  Gaz,  Pat.  Office  83  (February  24,  1998). 

The  Office  has  received  a  number  of  comments  by  telephone 
expressing  support  for  the  change  to  §  1.53(d)(l)(i),  as  well  as 
its  immediate  adoption  and  applicability  to  CPAs  filed  on  or 
after  December  1,  1997  {i.e.,  all  CPAs).  The  Office,  however, 
has  received  no  written  comments  on  the  change  to  § 
1.53(d)(l)(i).  Accordingly,  the  change  to  §  1.53(d)(l)(i)  in  the 
interim  rule-removal  of  the  requirement  that  the  prior  applica- 


tion of  a  continued  prosecution  appUcation  (CPA)  under  § 
1.53(d)  must  have  been  filed  on  or  after  June  8,  1995-is 
adopted  as  a  final  rule. 

As  discussed  in  the  Interim  Rule  Notice,  no  patent  issuing 
from  a  CPA  under  1.53(d)  is  entitled  to  the  provisions  of  35 
U.S.C.  154(c).  To  avoid  confusion  as  to  the  term  of  any  patent 
issuing  on  a  CPA,  other  than  an  application  for  a  reissue  or 
design  patent,  of  an  application  filed  before  June  8.  1995,  the 
Office  will  include  the  following  notice  on  any  patent,  other 
than  a  reissue  or  design,  issuing  on  a  CPA: 

This  patent  issued  on  a  continued  prosecution  application 
filedunder  37  CFR  1.53(d),  and  is  subject  to  the  twenty- 
year  patent  termprovisions  of35  U.S.C.  154(a)(2). 

The  term  of  a  design  patent  is  fourteen  years  beginning  on 
the  date  of  grant  as  provided  in  35  U.S.C.  173.  The  term  of  a 
reissue  patent  is  the  unexpired  part  of  the  term  of  the  original 
patent  as  provided  in  35  U.S.C.  251.  Since  the  term  of  a  reissue 
or  design  patent  is  not  affected  by  the  filing  of  a  CPA,  the 
above-mentioned  notice  will  not  be  printed  on  any  reissue  or 
design  patent. 

Other  Considerations. 

This  final  rule  is  in  conformity  with  the  requirements  of  the 
Regulatory  Flexibility  Act  (5  U.S.C.  601  et  seq.).  Executive 
Order  12612  (October  26,  1987),  and  the  Paperwork  Reduction 
Act  of  1995  (44  U.S.C.  3501  et  seq.).  It  has  been  determined 
that  this  rulemaking  is  not  significant  for  the  purposes  of 
Executive  Order  12866  (September  30,  1993). 

This  final  rule  involves  a  collection  of  information  subject  to 
the  Paperwork  Reduction  Act.  This  final  rule  involves  the 
deletion  of  the  requirement  which  stated  that  the  prior  appU- 
cation of  a  continued  prosecution  apphcation  must  have  been 
filed  on  or  after  June  8,  1995.  This  collection  of  information 
has  been  previously  approved  by  the  Office  of  Management 
and  Budget  (0MB)  under  OMB  Control  Number  0651-0032. 
The  public  reporting  burden  for  this  collection  of  information 
is  estimated  to  average  7.88  hours  per  response,  including  the 
time  for  reviewing  instructions,  searching  existing  data 
sources,  gathering  and  maintaining  the  information.  Send 
comments  regarding  this  burden  estimate  or  any  other  aspect 
of  the  data  requirement,  including  suggestions  for  reducing  the 
burden  to  Hiram  H.  Bernstein  or  Robert  W.  Balir  at  the  address 
specified  above  and  to  the  Office  of  Information  and  Regula- 
tory Affairs,  OMB,  725  17th  Street,  N.W.,  Washington,  D.C., 
20503  (Attn:  PTO  Desk  Officer). 

Notwithstanding  any  other  provision  of  law,  no  person  is 
required  to  respond  to  nor  shall  a  person  be  subject  to  a  penalty 
for  failure  to  comply  with  a  collection  of  information  subject  to 
the  requirements  of  the  Paperwork  Reduction  Act  unless  that 
collection  of  information  displays  a  currently  valid  OMB 
Control  Number. 

The  principal  impact  of  this  final  rule  is  to  relieve  a 
restriction  in  §  1.53(d)(l)(i)  to  permit  applicants  to  file  a  CPA 
in  the  situation  in  which  the  prior  application  was  filed  before 
June  8,  1995. 

The  Office  has  determined  that  this  final  rule  has  no 
Federalism  implications  affecting  the  relationship  between  the 
National  Government  and  the  States  as  outlined  in  Executive 
Order  12612  (October  26,  1987). 

List  of  Subjects  in  37  CFR  Part  1 

Administrative  practice  and  procedure.  Courts,  Freedom  of 
information.  Inventions  and  patents.  Reporting  and  record 
keeping  requirements.  Small  Businesses. 

For  the  reasons  set  forth  in  the  preamble,  the  interim  rule 
mending  37  CFR  Part  1  which  was  published  at  63  FR 
5732-5734  on  February  4,  1998,  is  adopted  as  a  final  rule 
without  change. 

June  25,  1998  BRUCE  A.  LEHMAN 

Assistant  Secretary  of  Commerce  and 

Commissioner  of  Patents  and 

Trademarks 

[1213  OG  105] 


March  2,  2004 


U.S.  PATENT  AND  TRADEMARK  OFFICE 


1280  OG  557 
(157) 


(157) 


Revised  Docketing  Procedures  for 
Appeals  Arriving  at  the  Board  of 
Patent  Appeals  and  Interferences 

Notice  of  revised  appeal  docketing  procedures 


Effective  June  1.  2002.  the  Board  of  Patent  Appeals  and 
Interferences  (Board)  is  adopting  new  docketing  procedures 
which  are  designed  to  result  in  notification  to  the  appellant 
within  one  month  of  receipt  of  an  appealed  application  at  the 
Board  that  (1)  the  appeal  has  been  received  at  the  Board  and 
docketed,  or  (2)  the  appeal  is  being  returned  to  the  examiner 
for  attention  to  unresolved  matters. 

Under  procedures  long  in  effect,  each  application  containing 
an  appeal  under  35  U.S.C.  §  134  is  subjected  to  a  brief  intake 
review  (known  as  "outlining")  upon  arrival  at  the  Board  and  a 
more  in-depth  review  (known  as  "final  paralegal  specialist  and 
administrator  review")  at  a  time  immediately  preceding  assign- 
ment to  a  panel  of  administrative  patent  judges  (APIs)  for 
decision.  Under  existing  procedures,  an  appeal  number  is 
assigned  during  the  "outlining"  review  phase.  The  appeal, 
however,  is  not  docketed  to  an  APJ  until  the  conclusion  of  the 
"final  paralegal  specialist  and  administrator  review"  phase. 
Sometimes  the  Board  finds  it  necessary  to  remand  an  applica- 
tion under  appeal  to  the  examiner,  prior  to  docketing  the  appeal 
to  an  API's  docket,  to  permit  the  examiner  or  the  appellant  to 
attend  to  matters  in  the  application. 

It  would  be  more  efficient  for  all  concerned  (appellant, 
examiner  and  Board)  if  these  reviews  were  to  occur  immedi- 
ately after  arrival  of  the  application  under  appeal  at  the  Board, 
so  that  any  matters  requiring  further  attention  by  the  examiner 
or  the  appellant  might  be  addressed  while  the  necessary 
records  remain  readily  available  and  individual  recollections 
concerning  the  application  are  still  fresh.  Moreover,  reserving 
the  act  of  assigning  an  appeal  number  until  such  time  as  the 
appeal  is  ready  for  decision  will  result  in  a  more  accurate 
picture  of  the  number  of  appeals  actually  pending  before  the 
Board  at  any  particular  time. 

To  allow  such  administrative  corrections  to  occur  more 
promptly  and  to  ensure  as  much  as  possible  that  a  case  is 
properly  in  condition  for  deliberation  when  referred  to  a  panel 
of  administrative  patent  judges,  the  Board  adopts  the  following 
appeal  docketing  procedures: 

When  an  application  appearing  to  include  an  appeal  under 
35  U.S.C.  §  134  for  decision  by  the  Board  is  received  from  the 
Patents  operation,  it  will  be  reviewed  for 

1)  gross  formalities  (including,  but  not  limited  to,  matters 
such  as  the  presence  of  a  notice  of  appeal,  appellant's  brief, 
examiner's  answer,  and  evidence  of  an  appeal  conference 
having  been  held,  as  in  the  present  "outlining"  and  appeal 
conference  review), 

2)  fine  formahties  (including,  but  not  limited  to,  matters 
such  as  unacknowledged  Information  Disclosure  Statements  or 
other  papers,  and  deficiencies  in  the  brief  or  answer,  as  now  in 
"final  paralegal  specialist  and  administrator  review"),  and, 

3)  status  matters  (including,  but  not  limited  to,  matters  such 
as  the  presence  of  communications  from  appellant  beyond  the 
brief,  such  as  a  reply  brief  or  a  request  for  oral  hearing). 

If  the  appeal  is  ready  for  docketing  (that  is,  if  no  return  of 
the  case  to  the  examiner  is  required  per  the  review)  three 
events  will  occur: 

1)  an  appeal  number  will  be  assigned, 

2)  the  Board  will  issue  a  docketing  notice,  identifying  the 
relevant  appeal  contents  (brief,  reply  brief  if  any,  request  for 
oral  hearing  if  any,  and  the  filing  date  of  each  such  item),  and 

3)  the  appeal  will  be  assigned  to  a  master  docket  for 
subsequent  reassignment  to  the  docket  of  an  individual  APJ,  or 
directly  to  the  docket  of  an  individual  APJ. 

If  the  appeal  cannot  be  docketed  due  to  matters  requiring 
further  attention  in  the  Patents  operation,  the  appeal  will  be 
administratively  returned  to  the  Patents  operation  with  an  order 
indicating  why  the  appeal  cannot  be  docketed  (essentially 
those  reasons  that  exist  today  for  administrative  remands)  and 
notification  of  that  return,  in  the  form  of  a  copy  of  the  order, 
will  be  mailed  to  the  appellant.  No  appeal  number  will  be 
assigned  until  the  appeal  is  ready  for  docketing. 

The  docketing  notice  or  order  indicating  why  the  appeal 
cannot  be  docketed  will  provide  the  appellant  and  examiner 
with  notification  that  the  appeal  is: 


1)  at  the  Board  in  condition  for  referral  to  a  panel,  or 

2)  that  the  appeal  is  being  returned  to  the  Patents  operation 
to  resolve  matters  requiring  attention  prior  to  decision  of  the 
appeal. 

Accordingly,  the  appellant  will  know  to  which  organization 
to  look  for  the  next  communication  in  the  appealed  application. 

Within  one  month  of  receipt  of  the  application  file  at  the 
Board,  the  Board  expects  to  (1)  complete  all  reviews  and  issue 
a  docketing  notice,  or  (2)  return  the  application  file  to  the 
Patents  operation  with  an  order  indicating  why  the  appeal 
cannot  be  docketed. 

The  Board  plans  to  implement  these  revised  docketing 
procedures  beginning  June  1,  2002. 


April  15,  2002 


BRUCE  H.  STONER,  JR. 

Chief  Administrative  Patent  Judge 

Board  of  Patent  Appeals 

and  Interferences 
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(158)  DEPARTMENT  OF  COMMERCE 

United  States  Patent  and  Trademark  OfBce 
RIN  0651-AB29 

Standard  for  Declaring  a  Patent  Interference 

AGENCY:  United  States  Patent  and  Trademark  Office,  Com- 
merce. 

ACTION;  Notice  and  request  for  comments. 

SUMMARY:  The  Director  of  the  United  States  Patent  and 
Trademark  Office  has  discretion  to  declare  an  interference 
involving  a  patent  application.  The  current  standard  requires  a 
two-way  patentability  analysis  for  the  Director  to  be  of  the 
opinion  that  an  interference-in-  fact  exists.  In  view  of  public 
commentary  suggesting  that,  at  least  in  some  cases,  a  one-way 
patentability  analysis  should  be  sufficient,  USPTO  provides 
reasons  for  the  current  standard  and  solicits  comments  on  the 
propriety  of  that  standard. 

DATE:  Submit  comments  on  or  before  January  31,  2001. 

ADDRESSES:  Send  all  comments: 

1.  Electronically  to  ''Interference.Rules@uspto.gov",  Sub- 
ject: "Interference-in-fact"; 

2.  By  mail  to  Director  of  the  United  States  Patent  and 
Trademark  OfBce,  BOX  INTERFERENCE,  Washington,  D.C. 
20231,  ATTN:  "Interference-in-Fact";  or 

3.  By  facsimile  to  703-305-0942,  ATTN:  "Interference-in- 
fact". 

FOR  FURTHER  INFORMATION  CONTACT:  Fred  E. 
McKelvey  or  Richard  Torczon  at  703-308-9797. 

SUPPLEMENTARY  INFORMATION:  The  patent  statute 
provides  that  "[wjhenever  an  application  is  made  for  a  patent 
which,  in  the  opinion  of  the  Director,  would  interfere  with  any 
pending  application,  or  with  any  unexpired  patent,  an  interfer- 
ence may  be  declared  *  *  *"  35  U.S.C.  135(a).  "It  is  *  *  *  [the 
Director]  who  is  to  judge  (be  of  opinion)  whether  an  applica- 
tion will  interfere  with  a  pending  one  *  *  *"  Ewing  v.  United 
States  ex  rel.  Fowler  Car  Co.,  244  U.S.  1,  11  (1917).  The  duty 
imposed  upon  the  Director  to  declare  an  interference  involves 
the  exercise  of  judgment  upon  the  facts  presented  and  cannot 
be  controlled  by  mandamus.  United  States  ex  rel.  International 
Money  Machine  Co.  v  Newton,  47  App.  D.C.  449,  450  (1918). 
A  party  does  not  have  a  right  to  have  the  Director  declare  an 
interference.  United  States  ex  rel.  Troy  Laundry  Machinery  Co. 
V.  Robertson,  6  F2d  714,  715  (D.C.  Cir.  1925).  Likewise,  a 
third-party  has  no  right  to  intervene  in  the  prosecution  of  a 
particular  patent  application  to  prevent  issuance  of  a  patent. 
Animal  Legal  Defense  Fund  v.  Quigg,  932  F2d  920,  930,  18 
USPQ2d  1677,  1685  (Fed.  Cir.  1991). 

An  interference  is  declared  when  two  parties  are  claiming 
the  "same  patentable  invention."  37  CFR  1.601(i).  An  "inter- 
ference-in-fact," a  term  of  art  in  patent  law,  exists  when  at  least 
one   claim  of  a  first  party   and   at   least  one  claim   of  a 
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second  party  define  the  same  patentable  invention.  37  CFR 
1.601(j).  The  phrase  "same  patentable  invention"  is  defined  as 
follows  at  37  CFR  1.601(n)  (emphasis  in  original): 

Invention  "A"  is  the  same  patentable  invention  as  an  invention  "B" 
when  invention  "A"  is  the  same  as  (35  U.S.C.  102)  or  is  obvious  (35 
U.S.C.  103)  in  view  of  invention  "B"  assuming  invention  "B'"  is  prior 
art  with  respect  to  invention  "A".  Invention  "A"  is  a  separate  patentable 
invention  with  respect  to  invention  "B"  when  invention  "A"  is  new  (35 
U.S.C.  102)  and  non-  obvious  (35  U.S.C.  103)  in  view  of  invention  "B" 
assuming  invention  "B"  is  prior  art  with  respect  to  invention  "A". 

Recent  precedent  of  the  Trial  Section  of  the  Interference 
Division  of  the  Board  of  Patent  Appeals  and  Interferences 
confirms  that  resolution  of  whether  an  interference-in-fact 
exists  involves  a  two-way  patentability  analysis.  Winter  v. 
Fiijita,  53  USPQ2d  1234,  1243  (BPAI  1999),  reh'g  denied,  53 
USPQ2d  1478  (BPAI  2000): 

The  claimed  invention  of  Party  A  is  presumed  to  be  prior  art  vis-a-vis 
Party  B  and  vice  versa.  The  claimed  invention  of  Party  A  must 
anticipate  or  render  obvious  the  claimed  invention  of  Party  B  and  the 
claimed  invention  of  Party  B  must  anticipate  or  render  obvious  the 
claimed  invention  of  Party  A.  When  the  two-way  analysis  is  applied, 
then  regardless  of  who  ultimately  prevails  on  the  issue  of  priority,  *  * 
*  [USPTO]  assures  itself  that  it  will  not  issue  two  patents  to  the  same 
patentable  invention. 

The  Winter  v.  Fujita  rationale  is  consistent  with  examples  set 
out  in  the  supplemental  information  accompanying  the  final 
rule.  Patent  Interference  Proceedings,  published  at  49  FR 
48416  on  December  12,  1984.  In  this  respect,  attention  is 
directed  to  Examples  3,  4  and  5  of  that  notice,  49  FR  at  48420: 

Example  3:  Application  E  contains  patentable  claims  I  (engine),  2 
(6-cylinder  engine),  and  3  (engine  with  a  platinum  piston).  Application 
F  contains  patentable  claims  11  (engine)  and  12  (8-cylinder  engine). 
Claims  1  and  2  of  application  E  and  claims  1 1  and  12  of  application  F 
define  the  same  patentable  invention.  Claim  3  of  application  E  defines 
a  separate  patentable  invention  from  claims  1  and  2  of  application  E  and 
claims  11  and  12  of  application  F.  If  an  interference  is  declared,  there 
would  be  one  count  (engine).  Claims  1  and  2  of  application  E  and 
claims  1 1  and  12  of  application  F  would  be  designated  to  correspond  to 
the  count.  Claim  3  of  application  E  would  not  be  designated  to 
correspond  to  the  count. 

Example  4:  Application  G  contains  patentable  claims  1  (engine),  2 
(6-cylinder  engine),  and  3  (engine  with  a  platinum  piston).  Application 
H  contains  patentable  claims  1 1  (engine)  and  15  (engine  with  a  platinum 
piston).  Claims  1  and  2  of  application  G  and  claim  1 1  of  application  H 
define  the  same  patentable  invention.  Claim  3  of  application  G  and 
claim  15  of  application  H  define  a  separate  patentable  invention  from 
claims  1  and  2  of  application  G  and  claim  1 1  of  application  H.  If  an 
interference  is  declared,  there  would  be  two  counts:  Count  1  (engine) 
and  Count  2  (engine  with  a  platinum  piston).  Claims  I  and  2  of 
application  G  and  claim  1 1  of  application  H  would  be  designated  to 
correspond  to  Count  I.  Claim  3  of  application  G  and  claim  15  of 
application  H  would  be  designated  to  correspond  to  Count  2. 

Example  5:  Application  J  contains  patentable  claims  1  (engine),  2 
(combination  of  an  engine  and  a  carburetor)  and  3  (combination  of  an 
engine,  a  carburetor,  and  a  catalytic  converter).  Application  K  contains 
patentable  claims  31  (engine),  32  (combination  of  an  engine  and  a 
carburetor),  and  33  (combination  of  an  engine,  a  carburetor,  and  an  air 
filter).  The  engine,  combination  of  an  engine  and  carburetor,  and 
combination  of  an  engine,  carburetor,  and  air  filter  define  the  same 
patentable  invention.  The  combination  of  an  engine,  carburetor,  and 
catalytic  converter  define  a  separate  patentable  invention  from  engine. 
If  an  interference  is  declared,  there  would  be  one  count  (engine).  Claims 
1  and  2  of  application  J  and  claims  31,  32,  and  33  of  application  K 
would  be  designated  to  correspond  to  the  count.  Claim  3  of  application 
J  would  not  be  designated  as  corresponding  to  the  count. 

If  the  facts  of  Example  3  are  changed  so  that  Application  E 
contained  only  claim  3  (engine  with  a  platinum  piston),  no 
interference  would  be  declared  because  there  is  no  interfer- 
ence-in-fact between  claim  3  of  Application  E  and  claims  1-2 
of  Application  F.  The  engine  or  8-cylinder  engine  of  Applica- 
tion F  would  not  anticipate  or  render  obvious  an  engine  with  a 
platinum  piston  of  Application  E.  Likewise,  and  based  on 
similar  rationale,  if  the  facts  of  Example  5  are  changed  so  that 
Application  J  contained  only  claim  3  (combination  of  an 
engine,  a  carburetor,  and  a  catalytic  converter),  no  interference 
would  be  declared  because  there  is  no  interference-in-fact 
between  claim  3  of  Application  J  and  claims  31-33  of 
Application  K. 

At  recent  public  events,  it  has  been  suggested  that  there  may 
be  a  need  to  expand  the  situations  where  an  interference  should 
be  declared  or  maintained.  Any  decision  to  expand  the  nature 
of  interference  proceedings  will  have  a  resource  consequence 
for  USPTO  and  for  applicants  and  patentees  involved  in 
interferences.  Approximately  one-quarter  of  the  resources  of 
the  Board  of  Patent  Appeals  and  Interferences  are  used  to 
resolve  interferences,  notwithstanding  the  fact  that  there  are 


many  more  appeals  than  interferences.  USPTO  has  received 
many  reports  that  interferences  involve  considerable  costs  for 
applicants  and  patentees.  Additionally,  there  is  no  desire  on  the 
part  of  USPTO,  and  no  authority  under  the  law,  to  turn 
interference  proceedings  under  35  U.S.C.  135(a)  into  pre-grant 
oppositions  or  post-grant  cancellations.  Accordingly,  USPTO 
is  reluctant,  at  this  time,  to  expand  the  circumstances  under 
which  an  interference  might  be  declared  or  maintained  absent 
a  compelling  reason. 

This  notice  provides  interested  parties  with  an  opportunity 
to  comment  and  make  out  a  case  that  the  nature  of  interfer- 
ences should  be  expanded  beyond  the  current  practice.  If  a 
one-way  patentability  analysis  is  sufficient  to  establish  an 
interference-in-fact,  would  it  be  possible  to  have  an  interfer- 
ence with  two  counts  as  set  out  in  Example  4,  reproduced 
above?  How  would  having  an  interference  between  claim  1  of 
application  G  and  claim  15  of  application  H  of  Example  4 
square  with  the  holding  of  Nitz  v.  Ehrenreich,  537  F.2d  539, 
543,  190  USPQ  413,  416-17  (CCPA  1976)?  If  a  one-way 
patentability  analysis  is  sufficient,  what  would  it  take  to 
establish  that  there  is  no  interference-in-fact  in  a  given  case? 

Comment  Format 

Comments  should  be  submitted  in  electronic  form  if  pos- 
sible, either  via  the  Internet  or  on  a  3  1/4-inch  diskette. 
Comments  submitted  in  electronic  form  should  be  submitted  as 
ASCn  text.  Special  characters,  proprietary  formats,  and  en- 
cryption should  not  be  used. 

Authority:  35  U.S.C.  2(b)(2)(A),  3(a)(2),  135(a). 


December  14,  2000 


Q.  TODD  DICKINSON 

Under  Secretary  of  Commerce  for 

Intellectual  Property  and  Director  of 

the  United  States  Patent 

and  Trademark  Office 
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(159)  DEPARTMENT  OF  COMMERCE 

United  States  Patent  and  Trademark  0£Bce 
37  CFR  Part  1 
RIN  0651-AB15 

Simplification  of  Certain  Requirements  in  Patent 
Interference  Practice 

AGENCY:  United  States  Patent  and  Trademark  Office, 
Commerce. 

ACTION:  Final  rule. 

SUMMARY:  The  United  States  Patent  and  Trademark  Office 
amends  its  rules  of  practice  in  patent  interferences  to  simplify 
certain  requirements  relating  to  the  declaration  of  interferences 
and  the  presentation  of  evidence. 

EFFECTIVE  DATE:  December  26,  2000. 

FOR  FURTHER  INFORMATION  CONTACT:  Fred  McK 
elvey  or  Richard  Torczon  at  703-308-9797. 

SUPPLEMENTARY  INFORMATION: 

Background 

An  interim  final  version  of  this  rulemaking  was  published  at 
65  FR  56792,  Sept.  20,  2000,  and  also  at  U.S.  Patent  and 
Trademark  Office,  1239  Off.  Gaz.  125  (Oct.  17,  2000).  The 
rationale  for  the  rulemaking  appears  with  the  interim  rule. 

Comments 


The  interim  rule  elicited  two  comments.  One  comment  notes 
a  reference  in  37  CFR  1.671(e)  to  a  rule  that  was  deleted.  That 
reference  is  ehminated  in  this  final  rule.  Any  other  references 
to  deleted  rules  in  subpart  E  of  this  title  should  be  considered 
obsolete.  They  will  be  eliminated  in  a  future  rulemaking. 

A  second  comment  raised  a  concern  as  to  whether  exhibits 
should  be  numbered,  noting  that  there  is  no  patent  interference 
rule  requiring  that  exhibits  be  numbered.  Each  exhibit  needs  to 
be  identified  in  some  unique  manner.  All  interferences  declared 
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by  the  Board  of  Patent  Appeals  and  Interferences  (Board)  at 
this  time  are  subject  to  a  "Standing  Order"  that  requires  that 
exhibits  be  numbered. 

The  same  comment  noted  that  former  37  CFR  1.682 
authorized  placing  a  publication  in  evidence  without  the  need 
for  an  affidavit.  According  to  the  comment,  affidavits  will  now 
be  necessary.  Publications  generally  may  be  placed  in  evidence 
in  interference  cases  without  an  affidavit.  If  an  objection  is 
made  by  an  opponent,  e.g..  for  lack  of  authenticity,  then  under 
the  Board's  practice  the  party  has  a  period  of  time  within 
which  to  supplement  its  evidence  by  properly  authenticating 
the  publication.  The  Board  expects  few,  if  any,  problems  with 
the  admissibility  of  most  printed  pubhcations  given  that  most 
parties  will  have  no  reason  to  question  the  authenticity  of  most 
printed  publications. 

Regulatory  Flexibility  Act 

This  rulemaking  is  procedural  and  is  not  subject  to  the 
requirements  of  5  U.S.C.  553  so  no  initial  regulatory  flexibility 
analysis  is  required  under  5  U.S.C.  603. 

Executive  Order  13132:  Federalism  Assessment 


Before  an  interference  is  declared  between  an  application 
and  an  unexpired  patent,  an  examiner  must  determine  that 
there  is  interfering  subject  matter  claimed  in  the  application 
and  the  patent  which  is  patentable  to  the  applicant  subject  to  a 
judgment  in  the  interference.  The  interfering  subject  matter 
will  be  defined  by  one  or  more  counts.  The  application  must 
contain,  or  be  amended  to  contain,  at  least  one  claim  that  is 
patentable  over  the  prior  art  and  corresponds  to  each  count. 
The  claim  in  the  application  need  not  be,  and  most  often  will 
not  be,  identical  to  a  claim  in  the  patent.  All  claims  in  the 
application  and  patent  which  define  the  same  patentable 
invention  as  a  count  shall  be  designated  to  correspond  to  the 
count. 

4.  Amend  Sec.  1.671  to  revise  paragraphs  (a)  and  (e)  to  read 
as  follows: 

Sec.  1.671  Evidence  must  comply  with  rules. 

(a)  Evidence  consists  of  affidavits,  transcripts  of  depositions, 
documents  and  things. 


This  rulemaking  does  not  contain  policies  with  federalism 
implications  sufficient  to  warrant  preparation  of  a  Federalism 
Assessment  under  Executive  Order  13132  (August  4,  1999). 

Executive  Order  12866 

This  rulemaking  has  been  determined  to  be  not  significant 
for  purposes  of  Executive  Order  12866  (September  30,  1993). 

Paperwork  Reduction  Act 

This  interim  rule  creates  no  information  collection  require- 
ments subject  to  the  Paperwork  Reduction  Act  of  1995  (44 
U.S.C.  3501  et  seq.). 

List  of  Subjects  in  37  CFR  Part  1 

Administrative  practice  and  procedure.  Inventions  and  pat- 
ents. 

For  the  reasons  stated  in  the  preamble,  the  United  States 
Patent  and  Trademark  Office  amends  37  CFR  Part  1  as  follows: 


(e)  A  party  may  not  rely  on  an  affidavit  (including  exhibits), 
patent,  or  printed  publication  previously  submitted  by  the  party 
under  Sec.  1.639(b)  unless  a  copy  of  the  affidavit,  patent,  or 
printed  publication  has  been  served  and  a  written  notice  is  filed 
prior  to  the  close  of  the  party's  relevant  testimony  period 
stating  that  the  party  intends  to  rely  on  the  affidavit,  patent,  or 
printed  publication.  When  proper  notice  is  given  under  this 
paragraph,  the  affidavit,  patent,  or  printed  publication  shall  be 
deemed  as  filed  under  Sec.  1.640(b),  Sec.  1.640(e)(3),  or  Sec. 
1.672,  as  appropriate. 


November  9,  2000 


Q.  TODD  DICKINSON 

Under  Secretary  of  Commerce  for 

Intellectual  Property  and 

Director  of  the  United  States  Patent 

and  Trademark  Office 

[1241  OG  68] 


PART  1— RULES  OF  PRACTICE  IN  PATENT  CASES 

1.  Amend  the  authority  citation  for  37  CFR  Part  1  to  read  as 
follows: 

Authority:  35  U.S.C.  2(b)(2),  unless  otherwise  noted. 

2.  Amend  Sec.  1.601(f)  to  revise  paragraph  (f)  to  read  as 
follows: 

Sec.  1.601  Scope  of  rules,  definitions. 

(f)  A  count  defines  the  interfering  subject  matter  between 
two  or  more  applications  or  between  one  or  more  applications 
and  one  or  more  patents.  When  there  is  more  than  one  count, 
each  count  shall  define  a  separate  patentable  invention.  Any 
claim  of  an  application  or  patent  that  is  designated  to  corre- 
spond to  a  count  is  a  claim  involved  in  the  interference  within 
the  meaning  of  35  U.S.C.  135(a).  A  claim  of  a  patent  or 
application  that  is  designated  to  correspond  to  a  count  and  is 
identical  to  the  count  is  said  to  correspond  exactly  to  the  count. 
A  claim  of  a  patent  or  application  that  is  designated  to 
correspond  to  a  count  but  is  not  identical  to  the  count  is  said  to 
correspond  substantially  to  the  count.  When  a  count  is  broader 
in  scope  than  all  claims  which  correspond  to  the  count,  the 
count  is  a  phantom  count. 

***** 

3.  Revise  Sec.  1.606  to  read  as  follows: 

Sec.  1.606  Interference  between  an  application  and  a  patent; 
subject  matter  of  the  interference. 
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DEPARTMENT  OF  COMMERCE 

United  States  Patent  and  Trademark  OflBce 

37  CFR  Chapter  I  and  Part  1 

RIN  0651.AB15 

Simplification  of  Certain  Requirements  in 
Patent  Interference  Practice 


September  15,  2000. 

AGENCY:  United  States  Patent  and  Trademark  Office, 
Commerce. 

ACTION:  Interim  rule  with  request  for  comments. 

SUMMARY:  The  United  States  Patent  and  Trademark  Office 
(USPTO)  amends  its  rules  of  practice  in  patent  interferences  to 
simplify  certain  requirements  relating  to  the  declaration  of 
interferences  and  the  presentation  of  evidence.  USPTO  is  also 
revising  its  CFR  chapter  heading  to  reflect  its  new  name. 

DATES:  Effective  Date:  October  20,  2000. 

Comment  Date:  Submit  comments  on  or  before  October  20, 
2000. 

ADDRESSES:  Send  all  comments: 

1.  Electronically  to  "Interference.Rules@uspto.gov,"  Sub- 
ject: "Interference  Simplification";  or 

2.  By  mail  to  Director  of  the  United  States  Patent  and 
Trademark  Office,  BOX  INTERFERENCE,  Washington,  D.C. 
20231.  ATTN:  "Interference  Simplification";  or 

3.  By  facsimile  to  703-305-9373,  ATTN:  "Interference 
Simplification." 
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FOR  FURTHER  INFORMATION  CONTACT:  Fred  McK 
elvey  or  Richard  Torczon  at  703-308-9797. 

SUPPLEMENTARY  INFORMATION: 

Comment  Format 

The  USPTO  prefers  to  receive  comments  in  electronic  form, 
either  via  the  Internet  or  on  a  31/4-inch  diskette.  Comments 
submitted  in  electronic  form  should  be  submitted  as  ASCII 
text.  Special  characters  and  encryption  should  not  be  used. 

Background 

The  USPTO  is  amending  37  CFR  Sees.  1.601(f)  and  1.606 
and  is  deleting  37  CFR  Sec.  1.609  because  the  requirements 
being  eliminated  presented  obstacles  to  the  efficient  declara- 
tion of  interferences  without  corresponding  benefits.  In  par- 
ticular, Rules  601(f)  and  606  create  a  presumption  about  the 
scope  of  the  interfering  subject  matter  that  often  is  not 
supported  by  the  record.  The  change  eliminates  that  presump- 
tion. The  changes  in  sections  1.601(f)  and  1.606,  as  well  as 
changes  in  the  process  of  proposing  an  interference  in  the 
examining  corps,  have  made  section  1.609  unnecessary.  Now 
an  administrative  patent  judge  meets  with  a  representative 
from  the  technology  center  to  ensiu-e  that  the  record  contains 
adequate  bases  for  declaring  an  interference. 

The  USPTO  is  amending  37  CFR  Sec.  1.671  to  provide  that 
all  evidence  is  presented  in  the  form  of  an  exhibit.  This 
simplifying  amendment  to  Sec.  1.671  makes  the  more  complex 
requirements  of  37  CFR  Sees.  1.682,  1.683,  and  1.688  unnec- 
essary, so  they  are  being  deleted.  An  interim  rule  is  appiopriate 
because  the  rulemaking  is  not  substantive  and  the  elimination 
of  these  requirements  provides  relief  from  unnecessary  re- 
quirements. The  USPTO  appreciates  that  other  changes  to  the 
rules  of  practice  in  patent  interferences  may  be  appropriate,  but 
this  interim  rule  is  not  an  appropriate  vehicle  for  such  changes, 
which  will  have  to  be  addressed  in  future  rulemaking.  These 
rule  changes  will  apply  to  any  interference  declared  after  the 
effective  date  of  this  rulemaking  and  to  any  interference  in 
which  these  changes  are  adopted  by  order. 

Regulatory  Flexibility  Act 

This  rulemaking  is  procedural  and  is  not  subject  to  the 
requirements  of  5  U.S.C.  553  so  no  initial  regulatory  flexibility 
analysis  is  required  under  5  U.S.C.  603. 

Executive  Order  13132:  Federalism  Assessment 

This  rulemaking  does  not  contain  policies  with  federalism 
implications  sufficient  to  warrant  preparation  of  a  Federalism 
Assessment  under  Executive  Order  13132  (August  4,  1999). 

Executive  Order  12866 

This  rulemaking  has  been  determined  to  be  not  significant 
for  purposes  of  Executive  Order  12866  (September  30,  1993). 

Paperwork  Reduction  Act 

This  interim  rule  creates  no  information  collection  require- 
ments subject  to  the  Paperwork  Reduction  Act  of  1995  (44 
U.S.C.  3501  et  seq.). 

List  of  Subjects  in  37  CFR  Part  1 

Administrative  practice  and  procedure.  Inventions  and  pat- 
ents. 

For  the  reasons  stated  in  the  preamble,  the  United  States 
Patent  and  Trademark  Office  amends  37  CFR  Chapter  I  as 
follows: 

1.  The  heading  of  Chapter  I  is  revised  to  read  as  follows: 

CHAPTER  I— UNITED  STATES  PATENT  AND  TRADE- 
MARK OFFICE,  DEPARTMENT  OF  COMMERCE 

PART  1— RULES  OF  PRACTICE  IN  PATENT  CASES 

la.  The  authority  citation  for  37  CFR  part  1  continues  to 
read  as  follows: 


Authority:  35  U.S.C.  6,  unless  otherwise  noted. 

2.  Amend  Sec.  1.601  by  revising  paragraph  (f)  to  read  as 
follows: 

Sec.  1.601  Scope  of  rules,  definitions. 

(f)  A  count  defines  the  interfering  subject  matter  between 
two  or  more  applications  or  between  one  or  more  applications 
and  one  or  more  patents.  When  there  is  more  than  one  count, 
each  count  shall  define  a  separate  patentable  invention.  Any 
claim  of  an  application  or  patent  that  is  designated  to  corre- 
spond to  a  count  is  a  claim  involved  in  the  interference  within 
the  meaning  of  35  U.S.C.  135(a).  A  claim  of  a  patent  or 
application  that  is  designated  to  correspond  to  a  count  and  is 
identical  to  the  count  is  said  to  correspond  exactly  to  the  count. 
A  claim  of  a  patent  or  application  that  is  designated  to 
correspond  to  a  count  but  is  not  identical  to  the  count  is  said  to 
correspond  substantially  to  the  count.  When  a  count  is  broader 
in  scope  than  all  claims  which  correspond  to  the  count,  the 
count  is  a  phantom  count. 

3.  Revise  Sec.  1.606  to  read  as  follows: 

Sec.   1.606  Interference  between  an  application  and  a 
patent;  subject  matter  of  the  interference. 

Before  an  interference  is  declared  between  an  application 
and  an  unexpired  patent,  an  examiner  must  determine  that 
there  is  interfering  subject  matter  claimed  in  the  application 
and  the  patent  which  is  patentable  to  the  applicant  subject  to  a 
judgment  in  the  interference.  The  interfering  subject  matter 
will  be  defined  by  one  or  more  counts.  The  application  must 
contain,  or  be  amended  to  contain,  at  least  one  claim  that  is 
patentable  over  the  prior  art  and  corresponds  to  each  count. 
The  claim  in  the  application  need  not  be,  and  most  often  will 
not  be,  identical  to  a  claim  in  the  patent.  All  claims  in  the 
apphcation  and  patent  which  define  the  same  patentable 
invention  as  a  count  shall  be  designated  to  correspond  to  the 
count. 

Sec.  1.609  [Removed  and  Reserved] 

4.  Remove  and  reserve  Sec.  1.609. 

5.  Amend  Sec.  1.671  by  revising  paragraph  (a)  to  read  as 
follows: 

Sec.  1.671  Evidence  must  comply  with  rules. 

(a)  Evidence  consists  of  affidavits,  transcripts  of  depositions, 
documents  and  things.  ***** 

Sees.  1.682,  1.683,  and  1.688  [Removed  and  Reserved] 

6.  Remove  and  reserve  Sec.  1.682,  1.683,  and  1.688. 


September  13,  2000 


Q.  Todd  Dickinson 

Under  Secretary  of  Commerce  for 

Intellectual  Property  and  Director  of 

the  United  States  Patent  and 

Trademark  Office 

[1239  OG  125] 
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Publication  of  Opinions  and  Orders 

Entered  by  the  Board  of 

Patent  Appeals  and  Interferences 


The  vast  majority  of  opinions  and  orders  entered  by  the 
Board  of  Patent  Appeals  and  Interferences  in  both  ex  parte  and 
interference  cases  are  non-precedential.  The  opinions  and 
orders  ordinarily  contain  at  the  top  of  the  first  page  the 
following  notice: 

THIS  OPINION  WAS  NOT  WRITTEN 
FOR  PUBLICATION 
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The  opinion  in  support  of  the  decision  being  entered  today 
(1)  was  not  written  for  publication  in  a  law  journal  and  (2)  is 
not  binding  precedent  of  the  Board. 

The  Board  of  Patent  Appeals  and  Interferences  has  received 
numerous  requests  that  more  of  its  opinions  and  orders  be 
published.  Although  the  board  itself  can.  and  does,  decide  that 
certain  of  its  opinions  and  orders  should  be  published,  the 
provisions  of  35  U.S.C.  §  122  generally  preclude,  without  prior 
permission  of  a  patent  apphcant,  pubUcation  of  opinions  and 
orders  not  otherwise  available  to  the  public. 

Nothing  in  the  notice  nonnally  appearing  on  opinions  and 
orders  entered  by  the  board  and  nothing  in  the  provisions  of  35 
U.S.C.  §  122,  precludes  any  applicant  or  patentee  who  has 
received  an  opinion  or  order  entered  in  either  an  ex  parte  or 
interference  case  from  pubhshing  that  opinion  or  order.  Opin- 
ions may  be  published  by  forwarding  the  opinion  directly  to  a 
publisher,  such  as  The  Bureau  of  National  Affairs,  LEXIS,  and 
West  Publishing  Co.  Alternatively,  any  applicant  or  patentee 
may  authorize  the  Patent  and  Trademark  Office  to  publish  an 
opinion  or  order  on  the  Web  Page  of  the  Patent  and  Trademark 
Ofl&ce.  Those  wishing  to  authorize  publication  on  the  Web 
Page  should  communicate  that  wish  to  the  Chief  Administra- 
tive Patent  Judge  via  letter  addressed  as  follows: 

Chief  Administrative  Patent  Judge 
U.S.  Patent  and  Trademark  Office 
Washington,  D.C.  20231 

Any  non-precedential  opinion  or  order  which  is  published  in 
a  law  publication  or  otherwise  or  which  appears  on  the  PTO 
Web  Page  may  be  cited  to  the  board,  but  will  not  be  considered 
binding  precedent.  A  copy  of  the  opinion  or  order  should 
accompany  the  paper  in  which  it  is  cited  if  the  applicant  or 
patentee  citing  the  opinion  or  order  wishes  that  it  be  consid- 
ered. 


The  Trial  Section  will  normally  assign  times  for  taking 
action  during  the  preliminary  motion,  testimony  and  briefing 
phases  of  interferences  such  that  the  interference  will  be  ready 
for  final  hearing  in  eighteen  (18)  months.  A  final  hearing  will 
be  set  before  a  merits  panel  of  judges  designated  by  the  Chief 
Judge. 

Certain  procedures  will  be  adopted  by  the  Trial  Section  with 
the  view  to  making  administration  of  interferences  more 
eflicient.  Those  procedures  will  be  set  out  in  a  NOTICE 
DECLARING  INTERFERENCE  and  orders  relating  to  the 
setting  of  times  for  taking  action  during  the  preliminary  motion 
and  testimony /briefing  phases  of  an  interference. 

A  copy  of  the  current  version  of  the  NOTICE  DECLARING 
INTEFERENCE  or  the  orders  to  be  used  in  setting  times  for 
taking  action  during  the  preliminary  motion  and/or  testimony/ 
briefing  phases  of  an  interference  may  be  obtained  from  the 
Trial  Section  by  letter  addressed  as  follows: 

BOX  INTERFERENCE 

Trial  Section 
Washington,  D.C.  20231 

or  by  e-mail  addressed  as  follows: 

yolunda.townes  @  uspto.gov 

or 
sonja.despertt  @  uspto .  gov 

BRUCE  H.  STONER,  JR. 

Chief  Administrative  Patent  Judge 

[1217  OG  18] 


November  6,  1998 


November  6,  1998 


BRUCE  H.  STONER,  JR. 

Chief  Administrative  Patent  Judge 
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Interference  Practice  -  Interference  Rules 

Which  Require  a  Party  to 

"Show  the  Patentability"  of  a  Claim 
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Interference  Practice  -  New  Procedures 

for  Handling  Interference  Cases  at  the 

Board  of  Patent  Appeals  and  Interference 


A  Trial  Section  has  been  estabUshed  within  the  Interference 
Division  of  the  Board  of  Patent  Appeals  and  Interferences. 
Three  administrative  patent  judges,  an  interference  administra- 
tor, a  paralegal  and  a  legal  technician  have  been  assigned  to  the 
Trial  Section.  Two  additional  interference  administrators  will 
be  assigned  to  the  Trial  Section  in  the  near  future. 

The  purpose  of  the  Trial  Section  is  to  handle  what  has  been 
previously  known  as  the  interlocutory  phase  of  interferences, 
including  declaration  of  the  interference  and  setting  times  for 
taking  action  during  the  preliminary  motion,  testimony  and 
briefings  phases  of  the  interference. 

The  personnel  currently  assigned  to  the  Trial  Section  are: 

Fred  E.  McKelvey 

Senior  Administrative  Patent  Judge 

Richard  E.  Schafer 
Administrative  Patent  Judge 

Jameson  Lee 
Administrative  Patent  Judge 

Merrell  C.  Cashion,  Jr. 
Interference  Administrator 

Yolunda  Townes 
Paralegal 

Sonja  Despertt 
Legal  Technician 

Questions  regarding  procedure  to  be  used  by  the  Trial 
Section  may  be  made  by  telephone  call  placed  to  the  paralegal 
or  legal  technician  at  703-308-9797. 


Certain  preUminary  motions  require  a  party  in  an  interfer- 
ence to  "show  the  patentabiUty"  of  claims.  For  example,  a 
preliminary  motion  under  37  CFR  §  1.633(c)(2)  to  amend  or 
add  a  claim  to  an  apphcation  involved  in  an  interference, 
requires  the  moving  party  to: 

Show  the  patentability  to  the  applicant  of  each  claim 
proposed  to  be  amended  or  added  and  apply  the  terms  of  the 
claim  proposed  to  be  amended  or  added  to  the  disclosure  of  the 
application***. 

37  CFR  §  l,637(c)(2)(iii).  Similar  requirements  appear  in 

(1)  37  CFR  l,637(c)(l)(ii)  [preliminary  motion  to  add  or 
substitute  a  count]; 

(2)  37  CFR  §  l,637(c)(l)(iii)  [preliminary  motion  to  add  or 
substitute  a  count]; 

(3)  37  CFR  §  1.637(c)(5)(ii)  [preUminary  motion  to  have  an 
opponent  add  a  claim  to  its  application]; 

(4)  37  CFR  §  1.637(d)(3)  [preliminary  motion  to  substitute 
a  party's  different  application]; 

(5)  37  CFR  §  1.637(e)(l)(iv)  [preUminary  motion  to  declare 
an  additional  interference]; 

(6)  37  CFR  §  1.637(e)(l)(v)  [preliminary  motion  to  declare 
an  additional  interference]; 

(7)  37  CFR  §  l,637(e)(2)(iii)  [preUminary  motion  to  declare 
an  additional  interference]; 

(8)  37  CFR  §  1.637(e)(2)(iv)  [preUminary  motion  to  declare 
an  additional  interference];  and 

(9)  37  CFR  §  1.637(h)(3)  [preliminary  motion  to  add  reissue 
application  to  interference]. 

The  requirement  of  the  rules  that  a  party  "show  the 
patentability"  of  a  claim  may  have  led  to  some  confusion  as  to 
precisely  what  is  required  to  comply  with  the  rules.  This  notice 
provides  guidance  with  respect  to  the  requirement  to  "show  the 
patentability." 
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The  requirement  that  a  party  "show  the  patentability"  of  a 
claim  should  not  be  construed  as  requiring  a  party  to  prove  a 
negative,  i.e.,  that  there  is  no  prior  art  which  would  anticipate 
the  claim  under  35  U.S.C.  §  102  or  render  the  claim  unpatent- 
able under  35  U.S.C.  §  103.  In  this  respect,  the  burden  of 
establishing  that  a  claim  is  not  patentable  generally  falls  on  the 
party  or  individual  alleging  unpatentability.  See,  e.g.,  35 
U.S.C.  §  102  which  provides  that  an  applicant  is  "entitled  to  a 
patent  unless  ***.  "  See  also,  Norton  v.  Stevens,  7  USPQ2d 
1245,  1246-47  (Bd.  Pat.  App.  &  Int.  1988).  Consistent  with  37 
CFR  §  1,601,  which  provides  that  the  rules  should  be  con- 
strued to  secure  the  just,  speedy  and  inexpensive  determination 
of  interferences,  the  rules  requiring  a  party  to  "show  the 
patentability"  of  a  claim  normally  should  be  interpreted  as 
requiring  that  a  party  establish  that  the  subject  matter  of  the 
claim  is  described  in  the  specification  in  the  manner  required 
by  the  first  paragraph  of  35  U.S.C.§  112.  See  also  37  CFR  § 
1.75(d)(1).  The  requirement  can  most  effectively  be  met  by 
reproducing  the  claim,  and  following  each  element  recited  in 
the  claim,  and  within  braces  and  in  bold,  inserting  a  specific 
reference  to  the  column  and  line  and/or  drawing  figure  and 
numeral  where  the  element  is  described  in  the  specification. 

An  exception  would  be  a  situation  where  a  party  files  a 
preliminary  motion  under  37  CFR  §  1.633(i)  in  response  to  an 
opponent's  preliminary  motion  under  37  CFR  §  1.633(a)  for 
judgment.  Since  the  party  knows  the  basis  for  the  opponent's 
preliminary  motion  for  judgment,  the  party  should  also  "show 
the  patentability"  of  the  claims  proposed  to  be  added  by  the 
preliminary  motion  under  37  CFR  §  1.633(i)  vis-a-vis  the 
opponent's  basis  in  the  preliminary  motion  under  37  CFR  §  1. 
633(a).  Compare  37  CFR  §§  1.111(c)  and  1.119. 

The  precise  basis  upon  which  a  party  is  required  to  "show 
the  patentability"  necessarily  will  vary  on  a  case-by-case  basis. 


November  6,  1998 


BRUCE  H.  STONER,  JR. 
Chief  Administrative  Patent  Judge 
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(164)  Admissibility  of  Electronic  Records 

in  Interferences 

Pursuant  to  37  CFR  §  1.671,  electronic  records  are  admis- 
sible as  evidence  in  interferences  before  the  Board  of  Patent 
Appeals  and  Interferences  to  the  same  extent  that  electronic 
records  are  admissible  under  the  Federal  Rules  of  Evidence. 
The  weight  to  be  given  any  particular  record  necessarily  must 
be  determined  on  a  case-by-case  basis. 


January  12,  1998 


BRUCE  H.  STONER,  Jr. 

Chief  Administrative  Patent  Judge 

[1208  OG  35] 


(165)  Availability  of  Interference  Files  and 

Interference  Related  Application  and  Patent  Files 

This  notice  describes  simplified  procedures  for  inspecting 
and/or  obtaining  copies  of  interference  files  and  related  appli- 
cation and  patent  files.  Prior  to  April,  1995,  pending  and 
terminated  interference  files  and  other  files  involved  in  pend- 
ing interferences  could  be  inspected  and  released  for  copying 
at  the  self-service  copy  center  located  at  the  Board  of  Patent 
Appeals  and  Interferences.  Because  of  (1)  repeated  and  sub- 
stantial file  integrity  problems  with  released  files  and  (2)  the 
growing  space  needs  of  the  Board,  this  facility  was  discontin- 
ued. Copies  of  files  could  only  be  obtained  through  Certifica- 
tion Division.  In  order  to  improve  the  availability  of  these  files 
this  procedure  has  been  modified.  The  new  procedures  are 
described  below. 

Terminated  interferences 

Subject  to  statutory  and  regulatory  limitations  on  availabil- 
ity (35  U.S.C.  §  122;  37  CFR.  §§  1.11  and  1.14)  terminated 
interference  files  and  application  and  patent  files  involved  in 
terminated  interferences  may  be  inspected  at  and  copies 
obtained  through  the  Files  Information  Unit.  ((703)  308-2733.) 


Pending  interferences 

As  a  general  matter,  pending  applications  and  interference 
files  are  not  available  to  the  public.  35  U.S.C.  §  122;  37  CFR. 
§§  1.11(e)  and  1.14.  The  parties  to  an  interference  or  their 
representatives  (e.g.,  those  having  a  duly  executed  power  to 
inspect)  may  inspect  pending  interference  files  and  involved 
apphcation  and  patented  files,  by  appointment,  at  the  Board  of 
Patent  Appeals  and  Interferences.  Appointments  should  be 
made  with  the  Clerk  of  the  Board  at  (703)  308-9797.  The 
parties  to  a  pending  interference  or  their  representatives  may 
obtain  copies  of  pending  interference  files  and  involved  files 
by  placing  an  order  through  Certification  Division  ((703) 
308-9726  in  the  Washington,  D.C,  Metro  Area  or  (800) 
972-6382  outside  Washington,  D.C). 

BRUCE  H.  STONER.  JR. 

Acting  Chief  Administrative 

Patent  Judge 

[1184  OG  15] 


^  Department  of  Commerce 

Patent  and  Trademark  Office 

37  CFR  Part  1 

[Docket  No.  921118-3184] 

RIN:  0651-AA63 

Patent  Interference  Practice  Burden  of  Proof 

Agency:  Patent  and  Trademark  Office,  Commerce 

Action:  Final  Rule 

Summary:  The  Patent  and  Trademark  Office  (PTO)  is  amend- 
ing its  rules  of  practice  in  patent  interference  cases.  The 
amended  rules  specify  that  a  party  filing  a  motion  has  the 
burden  of  proof  for  that  motion.  The  amended  rules  also  more 
clearly  state  the  nature  of  expert-witness  and  fact-witness 
evidence  that  must  accompany  a  preliminary  motion.  More- 
over, a  definition  of  "interlocutory  order,"  as  contrasted  with  a 
final  decision,  is  added  to  clarify  the  meaning  of  "interlocutory 
order." 

Effective  Date:  Oct.  25,  1993.  These  rules  will  apply  to  all 
papers  filed  with  the  PTO  on  or  after  the  effective  date. 
For  Further  Information  Contact:  Fred  E.  McKelvey  by 
telephone  at  (703)  305-9035  or  by  mail  marked  to  his  attention 
and  addressed  to  Box  8,  Commissioner  of  Patents  and  Trade- 
marks, Washington  D.C.  20231. 

Supplementary  Information:  A  Notice  of  Proposed  Rulemak- 
ing was  published  in  the  Federal  Register  (58  FR  528)  on  Jan. 
6,  1993,  and  in  the  Official  Gazette  of  the  PTO  (1147  Off.  Gaz. 
11)  on  Feb.  2,  1993.  Comments  were  due  Mar.  8,  1993.  Four 
comments  were  received. 

The  PTO  proposed  moving  the  presumption  of  correctness 
of  an  interlocutory  order,  which  is  presently  in  37  CFR 
1.655(a),  to  a  proposed  new  subsection  1.601(q).  The  PTO  also 
proposed  to  make  explicit  in  37  CFR  §  1.637(a)  that  a  party 
filing  a  motion  has  the  burden  of  proving  why  it  is  entitled  to 
the  relief  sought  in  the  motion. 

The  PTO  proposed  to  amend  37  CFR  §  1.639  to  incorporate 
guidance  provided  in  Hanagan  v.  Kimura,  16  USPQ2d  1791, 
1794  (Comm'r  Pat.  1990).  Subsection  (c)  of  §  1.639  was 
proposed  to  be  amended  to  refer  to  "additional  evidence  in  the 
form  of  testimony"  so  as  to  distinguish  the  evidence  needed 
under  subsection  (c)  from  evidence  submitted  under  subsec- 
tions (a)  and  (b).  Subsection  (d)  to  37  CFR  §  1.639  was 
proposed  to  be  added  to  specify  that  the  nature  of  evidence  that 
must  be  submitted  when  an  opinion  of  an  expert  is  needed. 
Subsection  (e)  was  proposed  to  be  added  to  specify  the  nature 
of  evidence  that  must  be  submitted  when  a  statement  of  a  fact 
witness  is  to  be  relied  upon.  Subsection  (f)  was  proposed  to  be 
added  to  specify  the  nature  of  a  showing  that  should  be  made 
when  a  statement  of  an  opponent  is  needed  or  evidence  in 
possession  of  an  opponent  is  needed.  Subsection  (g)  was 
proposed  to  be  added  to  specify  the  nature  of  evidence  that 
must  be  supplied  if  inter  partes  tests  are  to  be  conducted. 


March  2,  2004 
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Present  37  CFR  1.655(a)  was  proposed  to  be  amended  by 
deleting  the  last  sentence,  which  would  be  moved  to  and  be 
included  in  the  proposed  definition  of  interlocutory  order  in 
proposed  subsection  1.601(g). 

The  PTO  received  one  comment  that  endorsed  the  proposed 
rulemaking,  but  was  othei"wise  directed  to  an  earlier  rulemak- 
ing. 

The  PTO  received  two  comments  regarding  proposed  sub- 
section 1.601(q).  One  comment  suggested  that  procedural  rules 
should  not  be  placed  in  a  definition.  The  comment  suggested 
that  the  last  two  sentences  of  proposed  subsection  1.601(q), 
which  deal  with  the  presumed  correctness  of  interlocutory 
orders,  be  in  a  new  subsection  of  section  1.655.  This  sugges- 
tion is  adopted  in  part.  The  last  two  sentences  of  subsection 
1.601(q)  will  be  moved  to  the  end  of  subsection  1.655(a). 

A  second  comment  challenged  the  sufiBciency  of  the  notice 
in  the  proposed  rulemaking.  The  comment  noted  that  the  word 
"manifest"  was  omitted  from  the  portion  of  existing  subsection 
1.655(a)  that  was  moved  to  new  subsection  1.601(q)  and  that 
the  word  "manifestly"  was  omitted  from  the  remainder  of 
subsection  1.655(a).  The  comment  argued  that  the  Notice  of 
Proposed  Rulemaking  did  not  provide  sufficient  notice  of  these 
omissions,  which  the  comment  characterized  as  substantive 
changes,  and  thus  violates  the  requirements  of  5  U.S.C.  §  553. 
This  comment  is  not  adopted. 

The  Notice  of  Proposed  Rulemaking  gave  specific  notice  of 
the  actual  terms  of  the  proposed  rule.  C/  §  553(b)  (requiring 
"[g]eneral  notice"  of  "either  the  terms  or  substance  of  the 
proposed  rule  or  a  description  of  the  subjects  and  issues 
involved.")  In  any  case,  no  change  actually  occurs  because  the 
omitted  words,  "manifest"  and  "manifestly",  in  37  CFR  § 
1.655(a)  are  unnecessary.  No  board  decision  is  known  to  have 
relied  on  the  distinction  between  "error",  "clear  error",  and 
"manifest  error".  In  appellate  courts,  manifest  error  is  an 
extremely  deferential  standard  of  review  that  is  closely  tied  to 
the  abuse-of-discretion  standard.  See  e.g.,  Datascope  Corp.  v. 
SMEC,  Inc.,  879  F2d  820,  827-28,  11  USPQ2d  1321,  1326 
(Fed.  Cir.  1989)  (finding  no  manifest  error).  Board  review  of 
an  examiner-in-chief  s  interlocutory  orders  is  not  an  indepen- 
dent review  of  a  final  decision  by  a  lower  tribunal.  The  board 
is  the  only  entity  that  may  decide  interferences,  35  U.S.C.  § 
135(a),  and  the  examiner-in-chief,  who  is  a  member  of  the 
board,  35  U.S.C.  §  7(a),  is  almost  always  a  member  of  the 
panel  that  ultimately  decides  the  interference.  Thus,  an  ex- 
tremely deferential  standard  of  appeal  in  this  context  is 
inappropriate. 

The  PTO  received  one  comment  regarding  proposed  sub- 
section 1.637(a).  The  comment  noted  that  subsection  1.637(a) 
had  been  misprinted  so  that  the  text  "a  statement  of  the  precise 
relief  requested,  (2)"  had  been  omitted  following  the  "(1)".  The 
comment  is  correct,  the  omission  was  a  misprint,  and  the 
omitted  text  has  been  restored. 

The  PTO  received  one  comment  regarding  37  CFR  § 
1.639(b).  The  comment  suggested  that  all  proofs  introduced 
under  subsection  1.639(b)  remain  in  the  record  after  the 
decision  on  the  preliminary  motions  unless  the  proofs  are 
expressly  withdrawn.  The  opposing  party  could  treat  such 
proofs  as  subsection  1.672(b)  declarations  and  request  an 
opportunity  to  cross  examine  the  declarants.  The  suggestion  is 
not  adopted  because  it  is  beyond  the  scope  of  the  present 
rulemaking. 

The  PTO  received  one  comment  regarding  subsection 
1.639(c).  The  comment  assumed  that  the  word  "needed"  had 
been  intentionally  deleted  from  the  end  of  the  first  sentence  of 
subsection  1.639(c),  but  noted  that  the  deletion  was  not 
mentioned  in  the  summary.  The  assumption  is  correct.  This 
deletion  is  grammatically  required  after  the  addition  of  the  text 
amending  subsection  1.639(c). 

The  PTO  received  two  comments  regarding  codification  of 
the  Hanagan  guidehnes  in  subsections  1.639(d)-(g).  One 
comment  endorsed  codification  of  the  Hanagan  guidelines,  but 
suggested  that  the  codification  be  reformulated  to  increase 
flexibiUty.  In  particular,  the  comment  pointed  to  the  unusual 
case  described  in  the  Notice  of  Proposed  Rulemaking  where  an 
opponent  to  a  preliminary  motion  was  overwhelmed  with 
evidence.  The  comment  suggested  that  the  mandatory  require- 
ments of  subsection  1.639,  as  amended,  be  revised  to  state  that 
the  information  required  under  the  Hanagan  guidelines 
"should  ordinarily"  be  provided.  The  comment  is  not  adopted. 


When  necessary,  a  party  opposing  a  preliminary  motion 
should  request  an  extension  of  time  to  submit  the  information 
described  in  subsections  1.639(d)  through  (g),  which  do  not 
require  the  submission  of  the  actual  testimony  or  evidence.  In 
contrast,  in  the  example  discussed  in  the  Notice  of  Proposed 
Rulemaking,  the  examiner-in-chief  deferred  consideration  of 
the  preliminary  motion  until  the  final  hearing  to  allow  the 
opponent  time  to  prepare  a  full  opposition,  which  included  the 
actual  evidence  the  opponent  relied  upon  to  support  the 
opposition.  As  the  Notice  of  Proposed  Rulemaking  pointed 
out,  examiners-in-chief  have,  and  should  exercise,  discretion  to 
extend  time  or  otherwise  remedy  problems  that  may  arise 
when  applying  the  requirements  of  section  1.639  in  specific 
cases. 

A  second  comment  suggested  that  the  requirements  of 
subsections  1.639(d)  and  (e)  duplicate  the  declarations  submit- 
ted under  37  CFR  §  1.672(b).  The  comment  recommends  that 
the  rules  be  revised  to  require  a  subsection  1.672(b)  declaration 
be  submitted  once,  during  the  motions  period,  in  support  of  an 
opposition  to  a  preliminary  motion.  The  recommendation  is 
not  adopted. 

Subsection  1.672(b)  is  directed  to  the  technical  requirements 
for  submitting  affidavits  or  depositions  for  testimony  that  will 
not  be  compelled.  Subsection  1.639(c),  which  invokes  the 
requirements  of  subsections  1.639(d)  and  (e),  requires  a 
description  of  the  proposed  testimony,  not  an  affidavit  or 
deposition  of  the  testimony  itself.  A  request  under  subsection 
1.639(c)  must  describe  the  nature  of  the  testimony  being 
sought  so  the  examiner-in-chief  can  determine  whether  the 
testimony  is  actually  needed.  Hanagan,  16  USPQ2d  at  1794. 
Subsection  1.639(c)  is  intended  to  address  the  situation  where 
evidence  in  the  form  of  testimony  is  not  available  to  the  party 
asserting  a  need  for  the  evidence.  The  Hanagan  guidelines 
require  such  a  party  to  justify  the  delay  and  inconvenience  that 
may  result  by  explaining  what  the  party  expects  the  testimony 
to  prove.  To  this  end,  subsection  1.639(c)  is  revised  to  clarify 
that  it  only  applies  to  testimony  that  is  unavailable  to  the  party 
seeking  the  testimony. 

OTHER  CONSIDERATION 

The  rule  changes  are  in  conformity  with  the  requirements  of 
the  Regulatory  Flexibility  Act  (5  U.S.C. 601  et  seq.),  Executive 
Orders  12291  and  12612,  and  the  Paperwork  Reduction  Act  of 
1980,  44  U.S.C.  3501  et.  seq. 

The  General  Counsel  of  the  Department  of  Commerce  has 
certified  to  the  Chief  Counsel  for  Advocacy,  Small  Business 
Administration,  that  these  rule  changes  will  not  have  a  signifi- 
cant economic  impact  on  a  substantial  number  of  small  entities 
(Regulatory  Flexibility  Act,  5  U.S.C.  605(b)).  The  principle 
impact  of  these  changes  would  be  to  clarify  procedure  in  patent 
interferences  and  thereby  eliminate  ambiguity  that  may  exist  in 
current  rules. 

The  Office  has  determined  that  these  rule  changes  are  not  a 
major  rule  under  Executive  Order  12291.  The  annual  effect  on 
the  economy  will  be  less  than  $100  milUon.  There  will  be  no 
major  increase  in  costs  or  prices  for  consumers;  individuals; 
industries;  Federal,  state  or  local  government  agencies;  or 
geographic  regions.  There  will  be  no  significant  effects  on 
competition,  employment,  investment,  productivity,  innova- 
tion, or  on  the  ability  of  the  United  States-based  enterprises  to 
compete  with  foreign-based  enterprises  in  domestic  or  export 
markets. 

The  Office  has  also  determined  that  this  notice  has  no 
Federalism  implications  affecting  the  relationship  between  the 
National  Government  and  the  States  as  outlined  in  Executive 
Order  12612. 

These  rule  changes  will  not  impose  a  burden  under  the 
Paperwork  Reduction  Act  of  1980,  44  U.S.C.  3501  et  seq., 
since  no  recordkeeping  or  reporting  requirements  within  the 
coverage  of  the  Act  are  placed  upon  the  public. 

List  of  Subjects  in  37  CFR  Part  1 

Administrative  practice  and  procedure.  Courts,  Inventions 
and  patents. 

PART  1  -  RULES  OF  PRACTICE  IN  PATENT  CASES 

1 .  The  authority  citation  for  37  CFR  Part  1  would  continue 
to  read  as  follows: 
Authority:  35  U.S.C.  6,  unless  otherwise  noted. 
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2.  Section  1.601  is  amended  by  adding  paragraph  (q)  to  read 
as  follows: 


§  1.601  Scope  of  rules,  definitions. 


(q)  A.  final  decision  is  a  decision  awarding  judgement  as  to 
all  counts.  An  interlocutory  order  is  any  other  action  taken  by 
an  examiner-in-chief  or  a  panel  of  the  Board  in  an  interference, 
including  the  notice  declaring  an  interference. 

3.  Section  1.637  is  amended  by  revising  paragraph  (a)  to 
read  as  follows: 


§1.637  Content  of  motions. 

(a)  A  party  filing  a  motion  has  the  burden  of  proof  to  show 
that  it  is  entitled  to  the  relief  sought  in  the  motion.  Every 
motion  shall  include  (1)  a  statement  of  the  precise  relief 
requested,  (2)  a  statement  of  the  material  facts  in  support  of  the 
motion,  and  (3)  a  full  statement  of  the  reasons  why  the  relief 
requested  should  be  granted. 


4.  Section  1.639  is  amended  by  revising  paragraph  (c)  and 
by  adding  paragraphs  (d)  through  (g)  as  follows: 

§1.639  Evidence  in  support  of  motion,  opposition,  or  reply. 


(c)  If  a  party  believes  that  additional  evidence  in  the  form  of 
testimony  that  is  unavailable  to  the  party  is  necessary  to 
support  or  oppose  a  preliminary  motion  under  §  1.633  or  a 
motion  to  correct  inventorship  under  §  1.634,  the  party  shall 
describe  the  nature  of  any  proposed  testimony  as  specified  in 
paragraphs  (d)  through  (g)  of  this  section.  If  the  examiner-in- 
chief  finds  that  testimony  is  needed  to  decide  the  motion,  the 
examiner-in-chief  finds  that  testimony  is  needed  to  decide  the 
motion,  the  examiner-in-chief  may  grant  appropriate  interlocu- 
tory relief  and  enter  an  order  authorizing  the  taking  of 
testimony  and  deferring  a  decision  on  the  motion  to  final 
hearing. 

(d)  When  additional  evidence  in  the  form  of  expert-witness 
testimony  is  needed  in  support  of  or  opposition  to  a  prelimi- 
nary motion,  the  moving  party  or  opponent  should: 

(1)  identify  the  person  whom  it  expects  to  call  as  an 
expert; 

(2)  state  the  field  in  which  the  person  is  alleged  to  be  an 
expert;  and 

(3)  state: 

(i)  the  subject  matter  on  which  the  person  is  expected  to 

testify; 

(ii)  the  facts  and  opinions  to  which  the  person  is 

expected  to  testify:  and 

(iii)  a  summary  of  the  grounds  and  basis  for  each 

opinion. 

(e)  When  additional  evidence  in  the  form  of  fact-witness 
testimony  is  necessary,  state  the  facts  to  which  the  witness  is 
expected  to  testify. 

(f)  If  the  opponent  is  to  be  called,  or  if  evidence  in  the 
possession  of  the  opponent  is  necessary,  explain  the  evidence 
sought,  what  it  will  show,  and  why  it  is  needed. 

(g)  When  inter  partes  tests  are  to  be  perfomied,  describe  the 
tests  stating  what  they  will  be  expected  to  show. 


5.  Section  1.655  is  amended  by  revising  paragraph  (a)  to 
read  as  follows: 


§  1.655  Matters  considered  in  rendering  a  final  decision. 

(a)  In  rendering  a  final  decision,  the  Board  may  consider  any 
properly  raised  issue  including  (1)  priority  of  invention,  (2) 
derivation  by  an  opponent  from  a  party  who  filed  a  preliminary 
statement  under  §  1.625,  (3)  patentability  of  the  invention,  (4) 
admissibility  of  evidence,  (5)  any  interlocutory  matter  deferred 


to  final  hearing,  and  (6)  any  other  matter  necessary  to  resolve 
the  interference.  The  Board  may  also  consider  whether  any 
interlocutory  order  was  erroneous  or  an  abuse  of  discretion.  All 
interlocutory  orders  shall  be  presumed  to  have  been  correct 
and  the  burden  of  showing  error  or  an  abuse  of  discretion  shall 
be  on  the  party  attacking  the  order.  When  two  or  more 
interlocutory  orders  involve  the  same  issue,  the  last  entered 
order  shall  be  presumed  to  have  been  correct. 


:fc    :^:    ^    :(;    ^ 


Sept.  16.  1993 


BRUCE  A.  LEHMAN 

Assistant  Secretary  of  Commerce  and 

Commissioner  of  Patents  and 

Trademarks 

[1155  00  65] 


(167)      Interference  Practice:  Matters  Relating  to 
Belated  Preliminary  Motions 

In  some  interference  proceedings,  evidence  which  would 
provide  a  basis  for  a  preliminary  motion  under  37  CFR  1.633 
does  not  come  to  light  until  after  a  decision  on  preliminary 
motions  has  been  entered.  For  example,  a  party  may  conclude, 
after  hearing  the  opponent's  testimony,  that  the  opponent's 
application  or  patent  does  not  comply  with  the  "best  mode" 
requirement  of  35  USC  §  112,  first  paragraph;  or  a  prior  art 
reference  may  be  found  which  the  party  could  not  previously 
have  located.  The  purpose  of  this  notice  is  to  clarify  the  policy 
of  the  Board  of  Patent  Appeals  and  Interferences  as  to  what 
steps  the  party  must  take  if  it  wishes  to  have  an  issue  based  on 
such  evidence  considered  by  the  Board. 

If  the  time  for  filing  preliminary  motions  has  expired,  and 
then  evidence  comes  to  light  which  in  the  opinion  of  a  party 
would  provide  basis  for  a  preliminary  motion  under  37  CFR 
1.633,  that  party  may  not  simply  raise  the  matter  in  its  brief  at 
final  hearing  for  the  Board's  consideration.  Rather,  it  is  the 
policy  of  the  Board  that  it  will  not  consider  the  matter  unless 
the  party  files  promptly  after  the  evidence  becomes  available: 

(1)  the  appropriate  preliminary  motion  under  37  CFR  1.633; 
and 

(2)  a  motion  under  37  CFR  1.635  showing  sufficient  cause 
why  the  preliminary  motion  was  not  timely  filed,  as  required 
by  37  CFR  1.645(b).  This  motion  must  include  the  certificate 
required  by  37  CFR  1.637(b). 

If  either  party  believes  that  additional  evidence  or  discovery 
concerning  the  matter  raised  by  the  motion(s)  is  necessary, 
motions  (1)  and  (2)  should  also  be  accompanied  by  or 
responded  to  by  such  other  motions  as  may  be  appropriate,  as 
for  example,  motions  under  37  CFR  1.651(b)  (4)  or  1.687(c). 


Oct.  6,  1992 


SAUL  I.  SEROTA 

Chairman,  Board  of  Patent 

Appeals  and  Interferences 


[1144  OG  8] 


( 1 68)  DEPARTMENT  OF  COMMERCE 

Patent  and  Trademark  OfBce 

37  CFR  Part  1 

[Docket  No.  910514-1195] 

[RIN:  0651-AA49] 

Patent  Interference  Proceedings 

Agency:  Patent  and  Trademark  Office,  Commerce. 

Action:  Final  Rule 

Summary:  The  Patent  and  Trademark  Office  (PTO)  is  amend- 
ing its  rules  of  practice  in  patent  interference  cases.  The  U.S. 
District  Court  for  the  District  of  Columbia  recently  decided 
Kochler  v.  Mustonen,  Civil  Action  No.  90-1074  (D.D.C.  Apr. 
23,  1991).  The  District  Court  held  that  PTO  practice  regarding 
taking  of  testimony  abroad  was  not  clear.  PTO  rules  require 
that  a  testimony  period  be  set.  The  rules  also  require  that 
testimony  be  taken  during  the  testimony  period.  Rule  684 
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authorizes  testimony  to  be  taken  abroad.  However,  rule  684 
requires  that  a  motion  be  filed  for  leave  to  take  testimony 
abroad  and  that  the  motion  be  filed  before  the  close  of  a  party's 
testimony  period.  The  District  Court  suggested  that  a  motion  to 
take  testimony  abroad,  filed  in  PTO  on  the  last  day  of  the 
testimony  period,  could  be  considered  timely  even  though 
taking  of  the  testimony  might  occur  after  the  testimony  period. 
By  this  amendment.  PTO  will  continue  to  authorize  the  filing 
of  a  motion  to  take  testimony  abroad.  However,  a  party  will 
have  to  file  the  motion  within  a  time  such  that  the  testimony 
can  be  taken  during  the  testimony  period  set  under  PTO  rule 
651. 

Effective  Date:  Sept.  27,  1991 

For  Further  Information  Contact:  Fred  E.  McKelvey  by 
telephone  at  (703)  557-4035  or  by  mail  marked  to  his  attention 
and  addressed  to  Box  8,  Commissioner  of  Patents  and  Trade- 
marks, Washington,  DC  20231. 

Supplementary  Information:  The  PTO  conducts  interference 
proceedings  to  determine  who  as  between  two  or  more 
applicants  for  patent  or  one  or  more  applicants  and  one  or  more 
patentees  is  the  first  inventor  of  a  patentable  invention.  As  part 
of  its  proofs  in  an  interference,  a  party  may  request  leave  to 
take  testimony  abroad.  37  CFR  §  1.684  (1990). 

The  U.S.  District  Court  for  the  District  of  Columbia  recently 
decided  Kochler  V.  Mustonen,  Civil  Action  No.  90-1074 
(D.D.C.  Apr.  23,  1991).  The  District  Court  held  that  PTO 
practice  regarding  taking  of  testimony  abroad  was  not  clear. 
PTO  rule  651  (37  CFR  §  1.651  (1990))  requires  that  a 
testimony  period  be  set.  Rule  65 1  also  requires  that  testimony 
be  taken  during  the  testimony  period.  Rule  684  (37  CFR  § 
1.684  (1990))  authorizes  testimony  to  be  taken  abroad.  How- 
ever, rule  684  requires  that  a  motion  be  filed  for  leave  to  take 
testimony  abroad  and  that  the  motion  be  filed  before  the  close 
of  a  party's  testimony  period.  The  District  Court  suggested  that 
a  motion  to  take  testimony  abroad,  filed  in  PTO  on  the  last  day 
of  the  testimony  period,  could  be  considered  timely  even 
though  taking  of  the  testimony  might  occur  after  the  testimony 
period. 

In  a  notice  of  proposed  rule  making  published  in  the 
FEDERAL  REGISTER  on  June  12,  1991  56  FR  26949, 
paragraphs  (a)  and  (d)  of  rule  65 1  and  rule  684  were  proposed 
to  be  revised  to  require  a  party  to  file  the  motion  to  take 
testimony  abroad  within  a  time  such  that  the  testimony  could 
be  taken  during  the  testimony  period  set  under  PTO  rule  65 1 . 

One  written  comment  was  submitted  by  a  Chief  Executive 
Officer  who  stated  his  support  of  the  proposed  amendment.  An 
attorney  commented  that  the  proposed  amendment  of  §  1.684 
appeared  to  foreclose  the  taking  of  testimony  beyond  any 
original  time  set  under  §  1.651.  The  attorney  suggested 
language  be  added  to  paragraph  (c)  stating  the  alternative  that 
testimony  abroad  must  be  completed  within  the  time  set  under 
§  1.651  or  by  the  Examiner-in-Chief.  This  suggestion  has  been 
adopted. 

Other  Considerations:  The  rule  changes  are  in  conformity  with 
the  requirements  of  the  Regulatory  Flexibility  Act  (5  U.S.C. 
601  et.  seq.).  Executive  Orders  12291  and  12612  and  the 
Paperwork  Reduction  Act  of  1980,  44  U.S.C.  3501  et.  seq. 

The  General  Counsel  of  the  Department  of  Commerce  has 
certified  to  the  Chief  Counsel  for  Advocacy,  Small  Business 
Administration,  that  these  rule  changes  will  not  have  a  signifi- 
cant adverse  economic  impact  on  a  substantial  number  of  small 
entities  (Regulatory  Flexibility  Act,  5  U.S.C.  605(b)).  The 
principal  impact  of  these  changes  is  to  clarify  the  need  for 
taking  testimony  abroad  during  the  testimony  period.  The  rule 
changes  include  no  additional  or  increased  fees.  Substantive 
rights  are  not  adversely  affected. 

The  Office  has  determined  that  these  rule  changes  are  not  a 
major  rule  under  Executive  Order  12291.  The  annual  effect  on 
the  economy  will  be  less  than  $100  million.  Because  most  of 
the  changes  do  not  change  burdens,  there  will  be  no  major 
increase  in  costs  or  prices  for  consumers;  individual  industries; 
Federal,  state  or  local  government  agencies;  or  geographic 
regions.  There  will  be  no  significant  adverse  effects  on 
competition,  employment,  investment,  productivity  or  innova- 
tion, or  on  the  ability  of  United  States-based  enterprises  to 
compete  with  foreign-based  enterprises  in  domestic  or  export 
markets. 


The  rule  change  will  not  impose  any  additional  burden 
under  the  paperwork  Reduction  Act  of  1980,  44  U.S.C.  3501^/ 
seq. 

The  Ofl&ce  has  also  determined  that  this  rule  change  has  no 
Federalism  implications  affecting  the  relationship  between  the 
National  Government  and  the  States  as  outlined  in  Executive 
Order  12612. 

List  of  Subjects  in  37  CFR  Part  1 

Administrative  practice  and  procedure.  Courts,  Inventions 
and  patents. 

For  the  reasons  set  forth  in  the  preamble  and  pursuant  to  the 
authority  granted  to  the  Commissioner  of  Patents  and  Trade- 
marks by  35  U.S.C.  6  and  135,  the  PTO  is  amending  37  CFR 
part  1  as  follows: 

Part  1  --Rules  of  Practice  in  Patent  Cases 

1.  The  authority  citation  for  37  CFR  part  1,  Suspart  E, 
continues  to  read  as  follows: 

Authority:  35.  U.S.C.  6,  23,  41  and  135. 

2.  Section  1.651  is  revised  as  follows: 

1.651  Setting  times  for  discovery  and  taking  testimony, 
parties  entitled  to  take  testimony. 

(a)  At  an  appropriate  stage  in  an  interference,  an  examiner- 
in-chief  shall  set  (1)  a  time  for  filing  motions  (§  1.635)  for 
additional  discovery  under  §  1.687(c)  and  (2)  testimony 
periods  for  taking  any  necessary  testimony  (testimony  includes 
testimony  to  be  taken  abroad  under  §  1.684). 

(b)  Where  appropriate,  testimony  periods  will  be  set  to 
permit  a  party  to: 

(1)  Present  its  case-in-chief  and/or  case-in-rebuttal  and/or 

(2)  Cross-examine  an  opponent's  case-in-chief  and/or  a 
case-in-rebuttal. 

(c)  A  party  is  not  entitled  to  take  testimony  to  present  a 
case-in-chief  unless: 

(1)  The  examiner-in-chief  orders  the  taking  of  testimony 
under§  1.639(c); 

(2)  The  party  alleges  in  its  preliminary  statement  a  date  of 
invention  prior  to  the  earlier  of  the  filing  date  or  effective  filing 
date  of  the  senior  party; 

(3)  A  testimony  period  has  been  set  to  permit  an  opponent  to 
prove  a  date  of  the  invention  prior  to  the  earlier  of  the  filing 
date  or  effective  filing  date  of  the  party  and  the  party  has  filed 
a  preliminary  statement  alleging  a  date  of  invention  prior  to  the 
date;  or 

(4)  A  motion  (§  1.635)  is  filed  showing  good  cause  why  a 
testimony  period  should  be  set. 

(d)  Testimony,  including  any  testimony  to  be  taken  abroad 
under§  1.684,  shall  be  taken  and  completed  during  the  testi- 
mony periods  set  under  paragraph  (a)  of  this  section.  A  party 
seeking  to  extend  the  period  for  taking  testimony  must  comply 
with  §  1.635  and  §  1.645(a). 

3.  Section  1.684  is  revised  as  follows: 

§  1.684  Testimony  in  a  foreign  country. 

(a)  An  examiner-in-chief  may  authorize  testimony  of  a 
witness  to  be  taken  in  a  foreign  country.  A  party  seeking  to  take 
testimony  in  a  foreign  country  shall,  promptly  after  the 
testimony  period  is  set,  file  a  motion  (§  1.635): 

(1)  Naming  the  witness 

(2)  Describing  the  particular  facts  to  which  it  is  expected 
that  the  witness  will  testify. 

(3)  Stating  the  grounds  on  which  the  moving  party  believes 
that  the  witness  will  testify. 

(4)  Demonstrating  that  the  expected  testimony  is  relevant. 

(5)  Demonstrating  that  the  testimony  cannot  be  taken  in  this 
country  at  all  or  cannot  be  taken  in  this  country  without 
hardship  to  the  moving  party  greatly  exceeding  the  hardship  to 
which  all  opposing  parties  will  be  exposed  by  the  taking  of  the 
testimony  in  a  foreign  country. 

(6)  Accompanied  by  an  affidavit  stating  that  the  motion  is 
made  in  good  faith  and  not  for  the  purpose  of  delay  or 
harassing  any  party. 

(7)  Accompanied  by  written  interrogatories  to  be  asked  of 
the  witness. 
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(b)  Any  opposition  under  §  1.638(a)  shall  state  any  objection 
to  the  written  interrogatories  and  shall  include  any  cross- 
interrogatories  to  be  asked  of  the  witness.  A  reply  under  § 
1.638(b)  may  be  filed  and  shall  be  limited  to  stating  any 
objection  to  any  cross-interrogatories  proposed  in  the  opposi- 
tion. 

(c)  If  the  motion  is  granted,  taking  of  the  testimony  abroad 
must  be  completed  within  the  testimony  period  set  under  § 
1.651  or  within  such  time  as  may  be  set  by  the  Examiner-in- 
Chief.  The  moving  party  shall  be  responsible  for  obtaining 
answers  to  the  interrogatories  and  cross-interrogatories  before 
an  officer  qualified  to  administer  oaths  in  the  foreign  country 
under  the  laws  of  the  United  States  or  the  foreign  country.  The 
officer  shall  prepare  a  transcript  of  the  interrogatories,  cross- 
interrogatories,  and  recorded  answers  to  the  interrogatories  and 
cross-interrogatories  and  shall  transmit  the  transcript  to  BOX 
INTERFERENCE,  Commissioner  of  Patents  and  Trademarks, 
Washington,  DC  20231,  with  a  certificate  signed  and  sealed  by 
the  officer  and  showing: 

(1)  The  witness  was  duly  sworn  by  the  officer  before 
answering  the  interrogatories  and  cross-interrogatories. 

(2)  The  recorded  answers  are  a  true  record  of  the  answers 
given  by  the  witness  to  the  interrogatories  and  cross-interroga- 
tories. 

(3)  The  name  of  the  person  by  whom  the  answers  were 
recorded  and,  if  not  recorded  by  the  officer,  whether  the 
answers  were  recorded  in  the  presence  of  the  officer. 

(4)  The  presence  or  absence  of  any  party. 

(5)  The  place,  day,  and  hour  that  the  answers  were  recorded. 

(6)  A  copy  of  the  recorded  answers  was  read  by  or  to  the 
witness  before  the  witness  signed  the  recorded  answers  and 
that  the  witness  signed  the  recorded  answers  in  the  presence  of 
the  officer.  The  officer  shall  state  the  circumstances  under 
which  a  witness  refuses  to  read  or  sign  recorded  answers. 

(7)  The  officer  is  not  disqualified  under  §  1.674. 

(d)  If  the  parties  agree  in  writing,  the  testimony  may  be 
taken  before  the  officer  on  oral  deposition. 

(e)  A  party  taking  testimony  in  a  foreign  country  shall  have 
the  burden  of  proving  that  false  swearing  in  the  giving  of 
testimony  is  punishable  as  perjury  under  the  laws  of  the 
foreign  country.  Unless  false  swearing  in  the  giving  of  testi- 
mony before  the  officer  shall  be  punishable  as  perjury  under 
the  laws  of  the  foreign  country  where  testimony  is  taken,  the 
testimony  shall  be  entitled  to  the  same  weight  as  testimony 
taken  in  the  United  States.  The  weight  of  the  testimony  shall  be 
determined  in  each  case. 


Aug.  22,  1991 


HARRY  F.  MANBECK,  JR. 

Assistant  Secretary  and  Commissioner 
of  Patents  and  Trademarks 
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37  CFR  Part  1 
[Docket  No.  50103-7058] 

Arbitration  of  Patent  Interference  Cases 

Agency:  Patent  and  Trademark  Office,  Commerce. 

Action:  Final  rule. 

Summary:  The  Patent  and  Trademark  Office  is  amending  its 
rules  to  implement  the  arbitration  provisions  of  section  105  of 
the  Patent  Law  Amendments  Act  of  1984,  Pub.  L.  98-622. 

Effective  Date:  May  27,  1987. 

For  Further  Information  Contact:  Ian  A.  Calvert  or  Michael 
Sofocleous  by  telephone  at  (703)  557-4000  or  by  mail  marked 
to  the  attention  of  either  and  addressed  to  Box  Interference, 
Commissioner  of  Patents  and  Trademarks,  Washington,  D.C. 
20231. 

Supplementary  Information:  Section  105  of  the  Patent  Law 
Amendments  Act  of  1984,  enacted  Nov.  8,  1984,  provides  for 
the  arbitration  of  patent  interference  cases.  Section  105, 
codified  as  35  U.S.C.  135(d),  provides: 

Parties  to  a  patent  interference,  within  such  time  as  may  be 
specified  by  the  Commissioner  by  regulation,  may  determine 
such  contest  or  any  aspect  thereof  by  arbitration.  Such  arbitra- 


tion shall  be  governed  by  the  provisions  of  title  9  to  the  extent 
such  title  is  not  inconsistent  with  this  section.  The  parties  shall 
give  notice  of  any  arbitration  award  to  the  Commissioner,  and 
such  award  shall,  as  between  the  parties  to  the  arbitration,  be 
dispositive  of  the  issues  to  which  it  relates.  The  arbitration 
award  shall  be  unenforceable  until  such  notice  is  given. 
Nothing  in  this  subsection  shall  preclude  the  Commissioner 
from  determining  patentability  of  the  invention  involved  in  the 
interference. 

The  Patent  and  Trademark  Office  (PTO)  conducts  interfer- 
ence proceedings  to  determine  any  question  of  patentability 
and  priority  of  invention  between  two  or  more  parties  claiming 
the  same  patentable  invention.  An  interference  may  be  de- 
clared between  two  or  more  pending  applications  naming 
different  inventors  when,  in  the  opinion  of  an  examiner,  the 
applications  contain  claims  for  the  same  patentable  invention. 
An  interference  may  be  declared  between  one  or  more  pending 
appUcations  and  one  or  more  unexpired  patents  naming  differ- 
ent inventors  when,  in  the  opinion  of  an  examiner,  any 
application  and  any  unexpired  patent  contain  claims  for  the 
same  patentable  invention.  Patent  interference  cases  can  be 
quite  expensive.  Arbitration  may  prove  useful  to  minimize 
expenses  in  interference  cases.  The  arbitration  rule  applies  to 
all  pending  interferences. 

The  PTO  published  an  advance  notice  of  rulemaking  in  the 
Federal  Register  of  Jan.  16,  1985  (50  FR  2294-2296).  The 
notice  was  also  published  in  the  Official  Gazette  on  Feb.  12, 
1985  (1051  O.G.  9-10).  The  notice  also  appeared  in  the  Bureau 
of  National  Affairs'  Patent,  Trademark  and  Copyright  Journal, 
Vol.  29,  p.  310  (Jan.  24,  1985),  hereinafter  "BNA."  Five 
written  comments  were  received  in  response  to  the  advance 
notice. 

A  notice  of  proposed  rulemaking  was  pubhshed  in  the 
Federal  Register  on  Sept.  15,  1986  (51  FR  32756-32762),  in 
the  Official  Gazette  on  Oct.  21,  1986  (1071  O.G.  25-31),  and  in 
BNA's  Patent,  Trademark  and  Copyright  Journal,  Vol.  32,  pp. 
552-558  (Sept.  18,  1986).  In  response  to  the  notice,  three 
comments,  two  in  writing  and  one  by  telephone,  were  received. 
These  comments  are  discussed  herein. 

All  written  comments  are  available  for  public  inspection  in 
Rm.  lOCOl,  Crystal  Gateway  2,  1225  Jefferson  Davis  Hwy., 
Arlington,  Va. 

Discussion  of  the  Rule 

Under  §  1.690  the  arbitrator  can  determine  issues  of  patent- 
ability as  between  the  parties  but  a  determination  by  him  or  her 
that  the  subject  matter  is  patentable  would  not  be  binding  upon 
the  PTO.  If  the  arbitrator's  award  holds  that  a  party's  claims 
corresponding  to  the  count  are  unpatentable  over  prior  art  or 
under  35  U.S.C.  112,  that  determination  would  be  binding  on 
that  party  vis-a-vis  the  party's  opponent  and  would  result  in  a 
judgment  adverse  to  that  party.  The  judgment,  however,  would 
not  discharge  the  duty  that  each  party  has  under  37  CFR  1.56 
to  bring  to  the  attention  of  the  examiner  in  charge  of  its 
respective  application  any  prior  art  and/or  reason  relied  upon 
by  the  arbitrator  in  the  determination  of  unpatentability. 

It  is  the  longstanding  practice  of  the  PTO  to  favor  the 
settlement  of  interferences  and  the  PTO  looks  with  favor  on  all 
proper  efforts  in  that  direction  as  being  conducive  to  the 
termination  of  the  proceeding.  See  4  Revise  and  Caesar, 
Interference  Law  and  Practice,  section  861,  p.  2956  (Michie 
Co.  1948)  and  the  Commissioner's  Notice  of  Nov.  9,  1976, 
titled,  "Extensions  of  Time  and  Filing  of  Papers  in  Interfer- 
ences," 953  Official  Gazette  2  (Dec.  7,  1976).  In  this  regard, 
the  notice  states  that: 

*  *  *  stipulation  or  motions  for  extensions  of  time  under  37 
CFR  1.245  will  not  henceforth  be  approved  or  granted, 
respectively,  unless  accompanied  by  a  detailed  showing  of 
facts  sufficient  to  establish  that  the  action  for  which  the 
extension  is  sought  could  not  have  been  or  cannot  be  taken  or 
completed  during  the  time  previously  set  therefor,  and  that  the 
entire  extension  appears  necessary  for  the  taking  or  completion 
of  that  action.  Since  the  Office  favors  the  amicable  settlement 
of  interferences,  the  foregoing  requirement  will  be  liberally 
applied  in  the  case  of  a  first  request  for  extension  of  time  for 
the  purpose  of  negotiating  settlement. 

Consequently,  the  examiner-in-chief  may  give  favorable 
consideration  to  a  motion  for  an  extension  of  time  for  purposes 
of  settlement;  however,  a  further  motion  for  an  extension  for 
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that  purpose  would  not  be  granted  unless  it  is  accompanied  by 
a  schedule  of  specific  dates  showing  that  the  parties  will  make 
a  good  faith  efifort  to  promptly  terminate  the  proceeding.  If 
preliminary  motions  under  37  CFR  1.633  have  not  been  filed, 
the  examiner-in-chief  would  not  normally  extend  the  time  for 
their  filing  merely  for  purposes  of  settlement.  In  these  circum- 
stances, the  examiner-in-chief  would  require  that  the  prelimi- 
nary motions  be  filed  or  that  their  fifing  be  waived. 

If  the  proceeding  is  in  the  testimony  stage,  the  examiner-in- 
chief  could  grant  the  parties'  motion  to  extend  all  the  unex- 
pired testimony  times  to  close  concurrently  on  the  date  the 
record  is  due  provided  they  file  a  stipulation  that  any  evidence 
to  be  submitted  will  be  in  one  of  the  forms  specified  in  37  CFR 
1.672(e)  and  (f),  i.e.,  affidavit  testimony  or  a  stipulation  either 
as  to  what  a  particular  witness  would  testify  to  if  called  or  the 
facts  in  the  case  of  any  party. 

Analogously,  the  aforesaid  practice  would  apply  to  arbitra- 
tion. Section  1.690  requires  that  parties  who  intend  to  arbitrate 
an  interference  notify  the  examiner-in-chief  in  writing  of  their 
intention  to  arbitrate  and  file  a  copy  of  the  arbitration  agree- 
ment within  20  days  of  its  execution.  Pursuant  to  35  U.S.C. 
135(c)  an  agreement  to  arbitrate  is  considered  to  be  one  "made 
in  connection  with  and  in  contemplation  of  the  termination  of 
the  interference".  The  agreement  must  be  in  writing  a  copy 
filed  in  the  PTO  within  20  days  after  its  execution.  The 
notification  of  intention  to  arbitrate  must  be  made  in  a  separate 
paper.  Merely  incorporating  the  notification  in  the  agreement  is 
not  sufficient  to  comply  with  §  1.690(a).  The  parties  also  will 
be  required  to  adhere  to  a  time  schedule  approved  by  the 
examiner-in-chief  such  that  the  interference  proceeding  can  be 
expeditiously  resolved  so  as  to  prevent  the  unnecessary  post- 
ponement of  the  beginning  of  the  running  of  the  term  of  any 
patent  resulting  from  an  application  involved  in  the  interfer- 
ence. Pritchard  v.  Loughlin,  361  F.2d  483,  149  USPQ  841 
(CCPA  1966). 

If  the  parties  desire  to  arbitrate  an  interference  prior  to  the 
close  of  the  motion  period,  the  examiner-in-chief  will  not 
normally  grant  an  extension  of  time  for  the  purpose.  The 
parties  will  be  required  to  file  their  preUminary  motions  under 
37  CFR  1.633.  After  the  motions  are  filed,  the  examiner-in- 
chief  could  grant  an  extension  only  upon  compliance  with  37 
CFR  1.645  which  requires  a  showing  of  "good  cause."  Such  a 
"good  cause"  showing  would  normally  include  a  schedule, 
agreed  to  by  the  parties,  setting  forth,  inter  alia,  the  dates  for 
(1)  executing  the  arbitration  agreement,  (2)  determining  prior- 
ity and  (3)  terminating  the  interference. 

Section  1.690(a)  requires  that  an  arbitration  agreement 
include  the  following: 

(1)  The  name  of  the  arbitrator  or  a  date  certain  (not  more 
than  30  days  after  the  execution  of  the  agreement)  for  his  or  her 
selection. 

(2)  The  issues  to  be  decided  by  the  arbitrator. 

(3)  A  provisions  that  the  arbitrator's  award  is  binding  on  the 
parties  and  that  the  Board  can  enter  a  judgment  based  thereon. 

Section  1.690(c)  requires  that  a  copy  of  the  arbitration  award 
be  filed  within  20  days  from  the  date  of  the  award  or  by  a  date 
set  by  the  examiner-in-chief. 

If  the  proceeding  is  in  the  testimony  stage  and  the  parties 
desire  to  arbitrate,  the  examiner-in-chief  could  grant  a  reason- 
able extension  for  that  purpose.  A  motion  for  a  further 
extension  for  that  purpose  would  not  be  granted  unless  it  were 
accompanied  by  a  schedule,  agreed  to  by  the  parties,  setting 
forth,  inter  alia,  the  dates  for  (1)  executing  the  arbitration 
agreement,  (2)  determining  priority,  and  (3)  terminating  the 
interference.  If  the  parties  are  to  submit  the  required  schedule, 
a  motion  for  a  further  extension  could  be  granted.  If  the  parties 
file  a  copy  of  the  arbitration  agreement  and  they  agree  that  any 
evidence  submitted  in  the  proceeding  will  be  in  one  of  the 
forms  specified  by  37  CFR  1.672(e)  or  (f),  the  examiner-in- 
chief  could  give  favorable  consideration  to  the  parties'  motion 
that  all  the  unexpired  times  be  extended  to  close  concurrently 
on  the  date  the  record  is  due.  By  that  date,  the  parties  would  be 
required  to  file  the  arbitrator's  award  and  their  records,  if 
necessary  for  the  resolution  of  any  issue  not  decided  by  the 
arbitrator.  If  the  award  is  not  dispositive  of  all  the  issues  in  the 
interference,  the  examiner-in-chief  would  set  brief  times  so 
that  parties  could  explain  their  evidence  relating  to  any  issues 
which  the  arbitrator  did  not,  or  was  unable  to  decide.  For 
example,  the  award  might  be  dispositive  of  the  issue  of  priority 


between  the  parties  and  leave  for  the  Board's  determination  the 
question  of  substituting  a  new  count  raised  in  a  preliminary 
motion  under  37  CFR  1.633. 

The  arbitration  award,  filed  by  the  parties,  would  be  in  the 
nature  of  a  final  decision  and  should  include  the  following: 

(1)  The  style  (e.g.,  Jones  v.  Smith),  the  number  of  the 
interference  and  the  names  of  the  real  parties  in  interest. 

(2)  The  subject  matter  in  issue,  i.e.,  the  counts  and  a  table  of 
counts,  if  necessary,  indicating  the  relationship  of  the  parties' 
claims  corresponding  to  each  count  and  those  claims  not 
corresponding  thereto. 

(3)  The  issues  for  decision  before  the  arbitrator. 

(4)  The  arbitrator's  decision.  The  decision  may  also  include 
a  statement  of  the  grounds  and  reasoning  in  support  thereof. 

(5)  A  summary,  if  appropriate,  indicating,  inter  alia,  that 
judgment  should  be  awarded  to  one  of  the  parties. 

Any  party  to  the  arbitration  can  attack  the  award  only  in  the 
manner  provided  by  9  U.S.C.  10  and  11. 

9  U.S.C.  10  reads  as  follows: 

In  either  of  the  following  cases  the  United  States  court  in 
and  for  the  district  wherein  the  award  was  made  may  make  an 
order  vacating  the  award  upon  the  application  of  any  party  to 
the  arbitration— 

(a)  Where  the  award  was  procured  by  corruption,  fraud,  or 
undue  means. 

(b)  Where  there  was  evident  partiality  or  corruption  in  the 
arbitrators,  or  either  of  them. 

(c)  Where  the  arbitrators  were  guilty  of  misconduct  in 
refusing  to  postpone  the  hearing,  upon  sufficient  cause  shown, 
or  in  refusing  to  hear  evidence  pertinent  and  material  to  the 
controversy;  or  of  any  other  misbehavior  by  which  the  rights  of 
any  part  have  been  prejudiced. 

(d)  Where  the  arbitrators  exceeded  their  powers,  or  so 
imperfectly  execute  them  that  a  mutual,  final,  and  definite 
award  upon  the  subject  matter  submitted  was  not  made. 

(e)  Where  an  award  is  vacated  and  the  time  within  which  the 
agreement  required  the  award  to  be  made  has  not  expired  the 
court  may,  in  its  discretion,  direct  a  rehearing  by  the  arbitra- 
tors. 


9  U.S.C.  11  reads  as  follows: 

In  either  of  the  following  cases,  the  United  States  court  in 
and  for  the  district  wherein  the  award  was  made  may  make  an 
order  modifying  or  correcting  the  award  upon  the  application 
of  any  party  to  the  arbitration— 

(a)  Where  there  was  an  evident  material  miscalculation  of 
figures  or  an  evident  material  mistake  in  the  description  of  any 
person,  thing,  or  property  referred  to  in  the  award. 

(b)  Where  the  arbitrators  have  awarded  upon  a  matter  not 
submitted  to  them,  unless  it  is  a  matter  not  affecting  the  merits 
of  the  decision  upon  the  matter  submitted. 

(c)  Where  the  award  is  imperfect  in  matter  of  form  not 
affecting  the  merits  of  the  controversy. 

The  order  may  modify  and  correct  the  award,  so  as  to  effect 
the  intent  thereof  and  promote  justice  between  the  parties. 

See,  for  example,  Fairchild  and  Co.,  Inc.  v.  Richmond,  F. 
and  P.  R.  Co.,  516  F.Supp.  1305  (D.D.C.  1981).  If  such  an 
attack  were  to  be  made  by  one  of  the  parties  while  the 
interference  is  pending  before  the  Board,  the  Board  would  not 
stay  the  interference.  Rather,  the  Board  would  issue  its 
judgment  in  accordance  with  the  award.  So  long  as  the  award 
is  in  compUance  with  §  1.690,  it  would  carry  the  presumption 
that  the  arbitrator  acted  correctly  in  making  his  decision  and 
accordingly,  the  party  designated  by  the  award  as  the  prevail- 
ing party  would  be  entitled  prima  facie  to  a  judgment  in  its 
favor.  If  the  dissatisfied  party  brings  an  action  in  an  appropriate 
United  States  district  court  and  if  the  court  vacates,  modifies  or 
corrects  the  award,  the  Board  would  take  action  consistent  with 
the  court's  findings.  No  action  would  fie  in  the  PTO  to  vacate 
or  correct  an  arbitration  award,  unless  all  parties  agreed  in 
writing. 

The  following  examples  illustrate  the  practice  of  the  PTO 
concerning  arbitration. 
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Example  1 

Arbitration  Practice-Preliminary  Stage 

An  interference  is  declared  on  or  after  Feb.  11,  1985.  The 
examiner-in-chief  sets  a  time  in  accordance  with  37  CFR  1.611 
for  filing  preliminar>-  motions  under  37  CFR  1.633  and 
prehminar}'  statements.  The  parties  decide  to  arbitrate  the 
interference  in  accordance  with  §  1.690  and  file  a  motion  for  an 
extension  of  time  so  that  they  can  "freely""  arbitrate  the 
interference,  but  do  not  file  a  waiver  of  their  right  to  file 
motions. 

The  examiner-in-chief  would  deny  the  motion  because  the 
parties'  intention  to  arbitrate,  in  and  of  itself,  does  not 
constitute  a  showing  of  "good  cause"  within  the  meaning  of  37 
CFR  1.645(a).  Even  if  the  parties  file  an  agreement  to  arbitrate, 
the  PTO  would  not  grant  any  extension  of  time  to  permit  the 
parties  to  "freely"  arbitrate  an  interference  pnor  to  the  expira- 
tion of  the  time  for  tiling  preliminary  motions. 

Example  2 

Arbitration  Practice-Testimony  Stage 

An  mterference  is  declared  on  or  after  Feb.  11,  1985.  The 
examiner-in-chief  sets  a  time  in  accordance  with  37  CFR  1.61 1 
for  filing  preliminary  motions  under  37  CFR  1.633.  The  parties 
file  preliminary  motions;  the  examiner-in-chief  renders  a 
decision  thereon  and  sets  the  testimony  times.  The  parties  file 
a  notice  of  intent  to  arbitrate  the  mterference  under  §  1.69()(a) 
and  a  motion  for  a  one  month  extension  of  the  testimony  time<. 
The  examiner-in-chief  could  grant  the  motion,  but  would 
indicate  that  if  the  parties  file  another  motion  for  an  extension 
for  that  purpose,  the  motion  must  be  accompanied  by  a 
schedule,  agreed  to  by  the  parties,  setting  forth  the  dates  for  ( 1 ) 
executing  the  arbitration  agreement.  (2)  determining  priority 
and  (3)  terminating  the  interference. 

The  parties  file  a  motion  for  an  additional  oik  month 
extension  of  time  to  permit  the  parties  to  arbitrate  the  iiitcrfpr 
ence.  Accompanying  the  motion  is  a  proposed  schedule  ot 
times  and  a  copy  of  the  arbitration  agreement  which  proNides. 
inter  alia,  (i)  the  name  of  the  arbitrator  or  a  date  certain  lor  his 
selection,  (li)  that  the  arbitrator's  award  will  be  binding  on  the 
parties,  (iii)  the  issues  to  be  decided  by  the  arbitrator  and  (iv) 
that  the  award  will  be  filed  by  the  date  the  record  is  due.  The 
parties  also  indicate  that  the  evidence  to  be  filed  in  the 
proceeding  will  be  in  one  of  the  forms  specified  by  37  CFR 
1.672(e)  or  (f).  The  examiner-in-chief  could  grant  the  motion 
and  indicate  that  he  will  give  favorable  consideration  to  a 
motion  to  extend  all  the  unexpired  times  to  close  concuirently 
on  the  date  the  record  is  due  should  the  parties  request  such. 

On  the  date  for  filing  the  record,  the  parties  file  the 
arbitrator's  award  and  their  evidentiaiy  records,  if  necessary. 
The  award  states  (i)  the  style  and  number  of  the  interference 
and  the  real  parties  in  interest,  (ii)  the  subject  matter  in  issue 
and  the  parties'  claims  which  conespond  thereto  and  which  do 
not  correspond  thereto,  (iii)  the  issues  for  decision  before  the 
arbitrator,  (iv)  the  arbitrator's  decision  (which  may  include  a 
statement  of  the  grounds  and  reasoning  in  support  thereof)  and 
(v)  that  judgment  should  be  awarded  to  one  of  the  parties.  The 
examiner-in-chief  examines  the  award  to  ensure  that  it  com- 
plies with§  1.690  and  is  dispositive  of  the  issues  in  the 
interference  which  can  be  decided  by  the  arbitrator.  If  the 
award  is  otherwise  acceptable,  the  Board  would  issue  a 
judgment  based  on  the  award.  If  the  award  is  not  dispositive  of 
all  the  issues  in  the  interference,  the  examiner-in-chief  would 
determine  how  the  interference  will  proceed. 

Example  3 

Arbitration  Practice- Award  Decides  Interference-in-Fact  Issue 
and  Junior  Party  Takes  No  Testimony 

An  interference  is  declared  on  or  after  Feb.  11,  1985.  The 
examiner-in-chief  sets  a  time  in  accordance  with  37  CFR  1.611 
for  filing  preliminary  motions  under  37  CFR  1.633  and 
preliminary  statements.  The  junior  party  files  a  motion  for 
judgment  under  37  CFR  1 .633(b)  on  the  ground  that  there  is  no 
interference-in-fact  between  his  claims  corresponding  to  the 
count  and  his  opponent's  claims  corresponding  thereto.  The 
examiner-in-chief  denies  the  moticMi.  examines  the  preliminary 
statements  and  sets  the  testimonv  times. 


During  the  testimony  period,  the  parties  decide  to  arbitrate 
the  interference,  notify  the  examiner-in-chief  of  their  intent  to 
arbitrate  and  file  an  arbitration  agreement  which  is  approved 
by  the  examiner-in-chief.  On  the  date  for  filing  the  record,  the 
junior  party  files  the  award  together  with  a  motion  requesting 
that  the  interference  be  leniiinated  in  view  of  the  award.  He 
does  not  file  a  record.  In  his  award  the  arbitrator  holds  that  no 
interference-in-fact  exists  between  the  parties"  claims  corre- 
sponding to  the  count. 

The  motion  would  be  denied  because  the  award  decides  a 
matter  of  patentability  which  would  not  result  in  a  judgment 
adverse  to  one  of  the  parties.  Consequently,  the  junior  party 
would  be  placed  under  an  order  to  show  cause  why  judgment 
under  37  CFR  1.652  should  not  he  entered  against  him  for  his 
failure  to  file  an  evidentiar>'  record  by  the  time  set  therefore.  In 
response  to  the  order,  the  junior  part}  requests  final  hearing  to 
review  the  examiner-in-chief  s  denial  of  the  motion  for  judg- 
ment and  a  testimony  period  to  show  no  interference-in-fact. 
The  examiner-in-chief  would  grant  the  junior  party's  request  to 
the  extent  that  final  hearing  is  set  and  would  deny  the  request 
for  testimony  because  the  junior  party  already  had  the  oppor- 
tunity to  take  testimony  on  the  matter. 

Example  4 

Arbitration  Practice-Cannot  Decide  Patentability 

An  interlerence  is  declared  on  or  after  Feb.  1 1,  1985.  The 
examiner-in-chief  sets  a  time  in  accordance  with  37  CFR  1.61 1 
for  filing  preliminary  motions  under  37  CFR  1.633  and 
preliminary  statements.  The  junior  party  files  a  motion  for 
judgment  under  37  CFR  1.633(a)  on  the  ground  that  the  claims 
corresponding  to  the  count  are  unpatentable  over  prior  art. 
Inhis  decision  on  motions,  the  examiner-in-chief  grants  the 
motion  and  places  both  parties  under  an  order  pursuant  to  ^7 
CFR  1.640(d)(1)  to  show  cause  why  judgment  should  not  be 
entered  against  them  as  to  the  count.  In  response  to  the  order, 
the  senior  party  files  a  paper  in  accordance  with  37  CFR 
1.640(e)  purportedly  showing  good  cause  why  judgment 
should  not  be  entered  in  accordance  with  the  order  and  a 
motion  requesting  permission  to  aibitrate  the  patentability 
issue.  The  examiner-in-chief  would  deny  the  motion.  The 
arbitrator  is  without  authority  to  establish  vis-a-vis  the  public 
that  the  subject  matter  of  the  court  is  patentable.  Thus,  the 
arbitration  will  serve  no  useful  purpose.  The  Board  would 
consider  the  senior  party's  paper  and  enter  an  appropriate 
order. 

Example  5 

Arbitration  Practice— Award  After  Decision  on  Motions 

An  interference  is  declared  on  or  after  Feb.  11.  1985.  The 
examiner-in-chief  sets  a  time  in  accordance  with  37  CFR  1.611 
lor  filing  preliminai7  motions  under  37  CFR  1.633  and 
preliminary  .statements.  The  junior  party  files  a  motion  for 
judgment  under  37  CFR  1.633(a)  on  the  ground  that  the  claims 
corresponding  to  counts  1  and  2  are  unpatentable  over  prior  art. 
In  his  decision  on  motions,  the  examiner-in-chief  grants  the 
motion  with  respect  to  count  I,  denies  the  motion  with  respect 
to  count  2  and  places  both  parties  under  an  order  pursuant  to  37 
CFR  1.640(d)(1)  to  show  cause  why  judgment  should  not  be 
entered  against  them  as  to  count  1.  The  senior  party  files  a 
paper  in  accordance  with  37  CFR  1.640(e);  the  junior  party,  a 
response  thereto.  The  Board  considers  the  paper  and  the 
response  thereto  and  based  on  the  record  enters  judgment 
adverse  to  both  parties  as  to  count  1.  Thereafter,  the  examiner- 
in-chief  examines  the  preliminary  statements  and  sets  dates  for 
taking  testimony  and  filing  the  record. 

Dunng  the  testimony  period,  the  parties  decide  to  arbitrate 
the  interference,  notify  the  examiner-in-chief  of  their  intent  to 
arbitrate  and  file  an  arbitration  agreement  which  is  approved 
by  the  examiner-in-chief.  In  his  award,  the  arbitrator  decides 
that  judgment  should  be  awarded  to  the  junior  party.  On  the 
date  for  filing  the  record,  bi)th  parties  file  the  awaid  together 
with  a  motion  requesting  that  the  interference  be  terminated  in 
view  of  the  award.  No  record  is  filed. 

The  motion  would  be  granted  and  accordingly  it  would  be 
held  that  the  senior  party  is  not  entitled  to  a  patent  containing 
his  claims  corresponding  to  ccnint  2. 
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Example  6 

Arbitration  Practice-Award  Decides  Patentability 

An  interference  is  declared  on  or  after  Feb.  11,  1985.  The 
examiner-in-chief  sets  a  time  in  accordance  with  37  CFR  1.61 1 
for  filing  preliminary  motions  under  37  CFR  1.633  and 
preliminary  statements.  No  motions  for  judgment  under  37 
CFR  1.633  are  filed  and  after  the  examination  of  the  prelimi- 
nary statements,  the  examiner-in-chief  sets  the  testimony 
times. 

During  the  testimony  period,  the  parties  decide  to  arbitrate 
the  interference,  notify  the  examiner-in-chief  of  their  intent  to 
arbitrate  and  file  an  arbitration  agreement  which  is  approved 
by  the  examiner- in-chief.  In  his  award,  the  arbitrator  finds  (1) 
that  the  evidence  is  insufficient  to  estabUsh  a  prior  public  use 
bar  under  35  U.S.C.  102(b)  against  the  junior  party,  (2)  that  the 
claims  of  the  junior  party  corresponding  to  the  count  are 
patentable  under  35  U.S.C.  103  over  the  prior  art  cited  by  the 
senior  party  to  the  junior  party,  and  (3)  that  judgment  on 
priority  should  be  awarded  to  junior  party.  On  the  date  for 
filing  together  with  a  motion  requesting  that  the  interference  be 
terminated  in  view  of  the  award. 

The  motion  would  be  granted  and  accordingly  it  would  be 
held  that  the  senior  party  is  not  entitled  to  a  patent  containing 
his  claims  corresponding  to  the  count.  After  the  termination  of 
the  proceeding,  each  party  has  the  duty  under  37  CFR  1.56  to 
bring  before  the  primary  examiner  the  evidence  concerning  the 
purported  public  use  bar  and  the  prior  art  cited  by  the  senior 
party  and/or  considered  by  the  arbitrator. 

Example  7 

Arbitration  Practice— Award  Grants  Priority  to  Junior  Party 
Contingent  Upon  Granting  of  Preliminary  Motion  Under 
1.633(C) 

An  interference  is  declared  on  or  after  Feb.  11,  1985.  The 
examiner-in-chief  sets  a  time  in  accordance  with  37  CFR  1.611 
for  filing  preliminary  motions  under  37  CFR  1.633  and 
preliminary  statements.  The  junior  party  files  a  motion  under 
37  CFR  1.633(c)(1)  to  substitute  another  count.  The  examiner- 
in-chief  denies  the  motion,  examines  the  preliminary  state- 
ments and  sets  the  testimony  times. 

During  the  testimony  period,  the  parties  decide  to  arbitrate 
the  interference,  notify  the  examiner-in-chief  of  their  intention 
to  arbitrate  and  enter  into  an  arbitration  agreement  which  is 
approved  by  the  examiner-in-chief.  The  agreement  provides 
that  any  evidence  to  be  submitted  by  the  parties  will  be  in  the 
form  of  a  stipulation  under  37  CFR  1.672(e)  and  (f).  The 
parties  file  a  motion  requesting  that  all  the  unexpired  testimony 
times  be  extended  to  close  concurrently  on  the  date  the  record 
is  due.  The  motion  would  be  granted. 

On  the  date  for  filing  the  record,  the  junior  party  files  his 
record  and  the  award.  The  award  states,  inter  alia,  that  if  the 
Board  at  final  hearing  should  grant  the  junior  party's  motion 
under  37  CFH  1.633(c)(1)  to  substitute  a  new  count,  judgment 
should  be  awarded  to  the  junior  party  based  on  the  evidence. 
Otherwise,  the  award  states  that  judgment  should  be  awarded 
to  the  senior  party. 

The  examiner-in-chief  sets  the  brief  times  and  after  the  filing 
thereof  the  interference  would  be  set  for  final  hearing  so  that 
the  Board  can  review  the  examinter-in-chief's  denial  of  the 
junior  party's  motion  under  37  CFR  1.633(c)  and  issue  an 
appropriate  judgment  based  on  the  award. 

Example  8 

Arbitration  Practice— Award  Attacked 


An  interference  is  declared  on  or  after  Feb.  11,  1985.  The 
examiner-in-chief  sets  a  time  in  accordance  with  37  CFR  1.61 1 
for  fifing  preliminary  motions  under  37  CFR  1.633  and 
preliminary  statements.  No  preliminary  motions  are  filed.  The 
examiner-in-chief  examines  the  preliminary  statements  and 
sets  the  testimony  times. 

During  the  testimony  period,  the  parties  decide  to  arbitrate 
the  interference,  notify  the  examiner-in-chief  of  their  intention 
to  arbitrate  and  file  an  arbitration  agreement  which  is  approved 
by  the  examiner-in-chief. 


On  the  date  for  filing  the  record,  both  parties  file  their 
records.  The  junior  party  files  the  award  which  states  that 
judgment  should  be  awarded  to  him  and  a  motion  for  judgment 
based  on  that  award.  The  senior  party  files  an  opposition  to  the 
motion  for  judgment  on  the  grounds  (i)  that  the  award  contains 
errors  of  law,  (ii)  that  the  award  was  procured  by  "corruption, 
fraud  or  undue  means"  in  violation  of  9  U.S.C.  10(a),  and  (iii) 
that  the  arbitrator  exhibited  "evident  partiality"  in  violation  of 
9  U.S.C.  10(b)  and  was  "guilty  of  misconduct  *  *  *  in  refusing 
to  hear  evidence  pertinent  and  material"  to  the  interference, 
citing  9  U.S.C.  10(c). 

The  Board  would  grant  the  judgment  based  on  the  award, 
holding  that  the  senior  party  is  not  entitled  to  a  patent 
containing  his  claims  corresponding  to  the  count.  So  long  as 
the  award  is  in  compliance  with  the  provisions  of  §  1.690,  it 
would  carry  a  presumption  that  the  arbitrator  acted  properly  in 
all  respects.  Consequently,  before  the  PTO  the  award  is 
binding  upon  the  parties  and  the  junior  party  is  prima  facie 
entitled  to  a  judgment  in  its  favor.  Thus,  no  action  lies  in  the 
PTO  as  regards  the  matter  raised  by  the  senior  party.  The  senior 
party's  action  lies  in  an  appropriate  United  States  district  court 
and  the  PTO  would  take  any  action  consistent  with  the  court's 
decision. 

Example  9 

Arbitration  Practice— Award  Cannot  Modify  Board's  Final 
Decision 

An  interference  is  declared  on  or  after  Feb.  11,  1985.  The 
examiner-in-chief  sets  a  time  in  accordance  with  37  CFR  1.611 
for  filing  preliminary  motions  under  37  CFR  1.633  and 
preliminary  statements.  No  motions  are  filed.  The  examiner- 
in-chief  examines  the  preliminary  statements  and  sets  the 
testimony  times. 

During  the  testimony  period,  the  parties  decide  to  arbitrate 
the  interference  and  enter  into  an  arbitration  agreement. 
Neither  party  notifies  the  examiner-in-chief  of  their  intent  to 
arbitrate  nor  do  they  file  a  copy  of  the  agreement  in  the 
interference.  Both  parties  timely  file  their  records  and  briefs. 
Both  waive  oral  argument.  The  Board  enters  a  final  decision 
after  consideration  of  the  evidence  in  favor  of  the  senior  party. 

The  junior  party  requests  reconsideration  of  the  Board's 
final  decision,  submits  a  copy  of  the  arbitration  award  and 
moves  that  the  Board  set  aside  its  final  decision  and  enter 
judgment  in  his  favor  based  on  the  award.  In  support  of  its 
request,  the  junior  party  cites  9  U.S.C.  9,  which  provides  that 
"any  party  to  the  arbitration  may  apply  to  the  court  so  specified 
for  an  order  confirming  the  award"  and  35  U.S.C.  135(d) 
which  provides  that  title  9  applies  to  interference  arbitrations. 

The  Board  would  deny  the  motion  to  set  aside.  The  parties 
did  not  comply  with  §  1.690(a),  i.e.,  notify  the  examiner-in- 
chief  in  writing  of  their  intention  to  arbitrate  and  file  a  copy  of 
the  arbitration  agreement  within  twenty  (20)  days  of  its 
execution.  The  denial  of  the  motion  is  an  appropriate  sanction 
under  37  CFR  1.616.  Such  action  by  the  Board  is  considered 
consistent  with  long-standing  interference  practice.  Cf.  Hum- 
phrey V.  Fickert,  1904  Dec.  Comm'r.  Pat.  447  (Comm'r.  1904) 
wherein  the  Board,  after  it  had  considered  the  evidence, 
refused  to  set  aside  its  award  of  priority  to  Fickert  and  act  upon 
the  Fickert' s  concession  of  priority  in  favor  of  Humphrey,  the 
losing  party. 

Example  10 

Arbitration  Award  Filed  With  Record-No  Notice  to  Examiner- 
In-Chief 

An  interference  is  declared  on  or  after  Feb.  11,  1985.  The 
examiner-in-chief  sets  a  time  in  accordance  with  37  CFR  1.61 1 
for  filing  preliminary  motions  under  37  CFR  1.633  and 
preliminary  statements.  No  motions  are  filed.  The  examiner- 
in-chief  examines  the  preliminary  statements  and  sets  the 
testimony  times. 

During  the  testimony  period,  the  parties  decide  to  arbitrate 
the  interference  and  enter  into  an  arbitration  agreement. 
Neither  party  notifies  the  examiner-in-chief  of  the  agreement. 
The  junior  party  timely  files  its  record  together  with  a  copy  of 
the  arbitration  award  and  a  motion  for  judgment  based  on  the 
award. 
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The  motion  would  be  denied.  Under  the  provisions  of  37 
CFR  1.616,  the  examiner-in-chief  would  place  both  parties 
under  an  order  to  show  cause  why  judgment  should  not  be 
rendered  against  them  for  their  failure  to  comply  with  1.690(a), 
i.e.,  failing  to  notify  him  of  their  intent  to  arbitrate  and  file  a 
copy  of  the  arbitration  agreement. 

Discussion  of  Comments 

One  commentor  suggested  that  the  expression  "An  interfer- 
ence or  any  aspect  thereof  shall  be  arbitrated"  in  part  (b)  of 
proposed  §  1.690  might  be  construed  as  going  beyond  the 
terms  of  the  statute  by  authorizing  an  examiner-in-chief  to 
require  the  parties  to  arbitrate  an  interference,  and  proposed 
that  the  quoted  language  be  changed  to  "An  arbitration 
proceeding  under  this  section  shall  be  conducted."  To  elimi- 
nate any  possible  misconstruction  of  the  rule,  this  proposal  has 
been  adopted. 

A  second  commentor  suggested,  by  telephone,  that  a  provi- 
sion be  added  to  proposed  §  1.690  requiring  that  the  arbitrator 
be  familiar  with  United  States  interference  practice,  and  that 
United  States  law  be  applied  by  the  arbitrator  in  making  the 
determination.  He  expressed  the  fear  that  a  foreign  arbitrator 
might  reach  a  result  contrary  to  established  domestic  law. 

This  suggestion  has  not  been  adopted.  It  is  incumbent  upon 
the  parties  to  select  the  arbitrator,  and  to  satisfy  themselves  as 
to  his  or  her  qualifications.  Presumably  if  the  arbitrator's 
decision  is  contrary  to  established  law,  any  resulting  patent 
would  be  subject  to  attack  on  that  ground  by  a  third  party  in 
subsequent  litigation. 

Another  commentor  stated  that,  with  the  arbitration  rule,  the 
PTO  was  "attempting  to  apply  a  band-aid  to  a  system  which 
cannot  be  cured  by  application  of  a  band-aid,"  and  that  the 
first-to-file  system  should  be  adopted  in  place  of  the  first-to- 
invent  system.  This  suggestion  is  obviously  far  beyond  the 
scope  of  the  rule  change  under  consideration.  The  first-to- 
invent  system  is  mandated  by  statute  and  could  not  be  replaced 
merely  by  a  change  in  the  rules.  The  purpose  of  §  1.690  is  to 
establish  a  specific  procedure  governing  the  optional  arbitra- 
tion of  interferences  provided  by  section  105  of  Pub.  L. 
98-622. 

Other  Considerations 

This  rule  does  not  have  a  significant  impact  on  the  quality  of 
the  human  environment  or  the  conservation  of  natural  re- 
sources. 

The  rule  is  in  conformity  with  the  requirements  of  the 
Regulatory  Flexibility  Act  (Pub.  L.  96-354),  Executive  Order 
12291,  and  the  Paperwork  Reduction  Act  of  1980,  44  U.S.C. 
3501  et  seq. 

The  General  Counsel  of  the  Department  of  Commerce 
certified  to  the  Small  Business  Administration  that  the  rule  will 
not  have  a  significant  adverse  economic  impact  on  a  substan- 
tial number  of  small  entities  (Regulatory  Flexibility  Act.  Pub. 
L.  96-354)  because  arbitration  intended  to  minimize  expenses 
in  interference  cases. 

The  Patent  and  Trademark  Office  has  determined  that  this 
rule  is  not  a  major  rule  under  Executive  Order  12291.  The 
annual  effects  on  the  economy  will  be  less  than  $100  million. 
There  will  be  no  major  increase  in  costs  or  prices  for 
consumers,  individual  industries,  federal,  state  or  local  gov- 
ernment agencies,  or  geographic  regions.  There  will  be  no 
significant  adverse  effects  on  competition,  employment,  in- 
vestment, productivity,  innovation,  or  on  the  ability  of  United 
States-based  enterprises  to  compete  with  foreign-based  enter- 
prises in  domestic  or  export  markets. 

The  rule  will  not  impose  a  burden  under  the  Paperwork 
Reduction  Act  of  1980,  44  U.S.C.  3501  et  seq.,  since  no  record 
keeping  or  reporting  requirements  within  the  coverage  of  the 
Act  are  placed  upon  the  public. 

List  of  Subjects  in  37  CFR  Part  1 

Administrative  practice  and  procedure.  Authority  delega- 
tions. Conflicts  of  interest.  Courts,  Inventions  and  patents, 
Lawyers. 

For  the  reasons  set  out  in  the  preamble  and  under  the 
authority  given  to  the  Commissioner  of  Patents  and  Trade- 
marks by  35  U.S.C.  6  and  135,  Part  1  of  Title  37  CFR  is 
amended  as  follows: 


PART  1-RULES  OF  PRACTICE  IN  PATENT  CASES 

1.  The  authority  citation  for  37  CFR  Part  1  would  continue 
to  read  as  follows: 

Authority:  35  U.S.C.  6  unless  otherwise  noted. 

2.  New  §  1.690  is  added  to  Subpart  E  to  read  as  follows: 
§  1.690  Arbitration  of  Interferences. 

(a)  Parties  to  a  patent  interference  may  determine  the 
interference  or  any  aspect  thereof  by  arbitration.  Such  arbitra- 
tion shall  be  governed  by  the  provisions  of  Title  9,  United 
States  Code.  The  parties  must  notify  the  Board  in  writing  of 
their  intention  to  arbitrate.  An  agreement  to  arbitrate  must  be  in 
writing,  specify  the  issues  to  be  arbitrated,  the  name  of  the 
arbitrator  or  a  date  not  more  than  thrity  (30)  days  after  the 
execution  of  the  agreement  for  the  selection  of  the  arbitrator, 
and  provide  that  the  arbitrator's  award  shall  be  binding  on  the 
parties  and  that  judgment  thereon  can  be  entered  by  the  Board. 
A  copy  of  the  agreement  must  be  filed  within  twenty  (20)  days 
after  its  execution.  The  parties  shall  be  solely  responsible  for 
the  selection  of  the  arbitrator  and  the  rules  for  conducting 
proceedings  before  the  arbitrator.  Issues  not  disposed  of  by 
arbitration  will  be  resolved  in  accordance  with  the  procedures 
established  in  37  CFR,  Subpart  E  of  Part  1,  as  determined  by 
the  examiner-in-chief. 

(b)  An  arbitration  proceeding  under  this  section  shall  be 
conducted  within  such  time  as  may  be  authorized  on  a 
case-by-case  basis  by  an  examiner-in-chief. 

(c)  An  arbitration  award  will  be  given  no  consideration 
unless  it  is  binding  on  the  parties,  is  in  writing  and  states  in  a 
clear  and  definite  manner  (1)  the  issue  or  issues  arbitrated  and 
(2)  the  disposition  of  each  issue.  The  award  may  also  include 
a  statement  of  the  grounds  and  reasoning  in  support  thereof. 
Unless  otherwise  ordered  by  an  examiner-in-chief,  the  parties 
shall  give  notice  to  the  Board  of  an  arbitration  award  by  filing 
within  twenty  (20)  days  from  the  date  of  the  award  a  copy  of 
the  award  signed  by  the  arbitrator  or  arbitrators.  When  an 
award  is  timely  filed,  the  award  shall,  as  to  the  parties  to  the 
arbitration,  be  dispositive  of  the  issue  or  issues  to  which  it 
relates. 

(d)  An  arbitration  award  shall  not  preclude  the  Office  from 
determining  patentability  of  any  invention  involved  in  the 
interference. 


Mar.  16,  1987 


DONALD  J.  QUIGG 
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(170)       Customer  Number  Bar  Code  Labels  and 
Papers  with  Shaded  Portions  will 
No  Longer  be  Permitted  in 
Correspondence  for  Patent  Applications 

The  United  States  Patent  and  Trademark  Office  (Office)  is 
now  scanning  patent  applications  that  are  not  subject  to 
secrecy  orders,  to  create  image  file  wrappers  (IFW).  The  patent 
application  papers  that  are  being  scanned  include  new  appli- 
cations, as  well  as  patent  application  correspondence,  and  the 
backfile  of  pending  patent  applications.  Application  papers 
relating  to  the  international  stage  of  Patent  Cooperation  Treaty 
applications  are  not  currently  being  scanned.  See  Notification 
of  United  States  Patent  and  Trademark  Office  Patent  Applica- 
tion Records  being  Stored  and  Processed  in  Electronic  Form. 
1271  Off.  Gaz.  Pat.  Office  100  (June  17,  2003).  Because  of 
certain  IFW  limitations,  current  practice  must  be  changed  in 
the  following  two  situations: 

1.  Bar  code  labels  for  Customer  Numbers  will  no  longer  be 
permitted  to  be  used  in  any  correspondence  to  the  Office. 

A  bar  code  reader  frequently  cannot  read  a  bar  code  label 
when  it  is  displayed  on  a  computer  monitor  as  part  of  an  IFW. 
If  there  are  numerals  for  the  Customer  Number  below  the  bar 
code,  however,  then  the  numerals  will  be  used  if  they  are 
legible.  As  such  numerals  included  on  a  bar  code  label  are, 
however,  generally  small,  and  frequently  difficult  to  read,  and 
the  bar  code  itself  is  no  longer  able  to  be  processed,  the 
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continued  usage  of  bar  code  labels  to  indicate  a  Customer 
Number  on  any  correspondence  to  the  Office,  including  Office 
forms,  will  no  longer  be  permitted.  Accordingly,  the  only 
acceptable  mode  of  presenting  a  Customer  Number  on  corre- 
spondence, including  Office  forms,  will  be  by  typing  or 
printing  it.  Office  forms  that  formerly  permitted  placing  or 
affixing  a  bar  code  label  for  a  Customer  Number  (e.g.,  the 
Utility  Application  Transmittal  form,  PTO/SB/05)  have  been 
recently  revised  (with  a  June  2003  revision  date)  to  delete  all 
references  to  an  attached  bar  code  label.  The  current  forms 
require,  instead,  that  a  Customer  Number  be  typed  or  printed 
thereon.  While  former  versions  of  Office  forms  may  still  be 
used,  applicants  should  print  or  type-in  a  Customer  Number 
(instead  of  affixing  a  bar  code  label).  If  a  bar  code  label  for  a 
Customer  Number  is  affixed,  it  should  be  understood  that  the 
Office  systems  may  not  be  able  to  translate  the  bar  code  to  the 
corresponding  Customer  Number.  Accordingly,  it  is  to  be 
emphasized  that  apphcants  should  no  longer  affix  a  Customer 
Number  bar  code  label  to  any  patent  forms  filed  with  the  Office 
as  the  request  to  establish,  or  to  change,  a  correspondence 
address,  a  power  of  attorney,  or  a  fee  address.  In  the  event  that 
a  bar  code  label  for  a  Customer  Number  is  used,  and  it  cannot 
be  processed  by  the  Office,  the  Office  will  follow  the  proce- 
dures set  forth  in  Section  403  of  the  Manual  of  Patent 
Examining  Procedure  (8"^  Ed.,  Aug.  2001)  (Rev.  1,  Feb.  2003). 

2.  Gray  backgrounds  on  forms  or  correspondence  are  no 
longer  permitted. 

Forms  or  other  correspondence  that  do  not  have  a  white 
background  (e.g.,  shading  or  colored  backgrounds),  such  as  the 
Utility  Application  Transmittal  form  (PTO/SB/05),  are  difficult 
to  read  when  scaimed  and  viewed  as  part  of  an  IFW.  Text  on  a 
background  other  than  white  is  often  indistinguishable  from 
the  shaded  or  colored  background  in  the  scaimed  images  of  the 
EFW.  As  a  result,  in  the  EFW,  any  text  submitted  on  a  shaded  or 
colored  background  may  be  illegible.  Consequently,  applicants 
may  no  longer  file  any  forms  that  have  gray  backgrounds,  and 
must,  therefore,  only  use  or  create  documents  with  dark  text 
(preferably  black  ink)  with  a  white  background.  Office  forms 
that  formerly  had  gray  backgrounds  have  been  recently  revised 
(with  a  June  2003  revision  date)  to  eliminate  such  gray 
backgrounds  and  applicants  should  only  use  the  recently 
revised  forms.  If  a  (scanned  image  of  a)  document  with  a  gray 
background  is  added  to  an  IFW,  and  is  found  to  be  illegible, 
and  not  able  to  be  used,  the  Office  will  attempt  to  find  the 
information  elsewhere.  For  example,  if  an  applicant  submits  a 
document  with  a  Customer  Number  typed  in  a  box  with  a  gray 
background,  and  the  document  states  that  the  address  associ- 
ated with  the  Customer  Number  should  be  used  for  the 
correspondence  address,  if  the  scaimed  document  is  illegible, 
the  Office  will  look  for  a  designation  of  a  correspondence 
address  in  another  location. 

In  summary,  effective  immediately: 

Customer  Number  bar  code  labels  should  no  longer  be  used. 
Fornis  or  other  correspondence  with  a  non-white  back- 
ground should  no  longer  be  used. 

Questions  regarding  this  notice  should  be  directed  to  Karin 
Ferriter,  Senior  Legal  Advisor,  Office  of  Patent  Legal  Admin- 
istration, at  (703)  308-6906,  or  to  PatentPractice @ uspto . gov. 


July  15,  2003 


STEPHEN  G.  KUNIN 

Deputy  Commissioner  for 
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Changes  to  Implement  Electronic  Maintenance  of  Official 
Patent  Application  Records 

AGENCY:  United  States  Patent  and  Trademark  Office, 
Commerce. 

ACTION:  Notice  of  proposed  rule  making. 


SUMMARY:  The  United  States  Patent  and  Trademark  Office 
(Office)  has  established  a  21st  Century  Strategic  Plan  to 
transform  the  Office  into  a  quality-focused,  highly  productive, 
responsive  organization  supporting  a  market-driven  intellec- 
tual property  system.  One  priority  of  the  21st  Century  Strategic 
Plan  is  the  beginning-to-end  electronic  processing  of  patent 
apphcations.  The  Office  is  proposing  changes  to  the  rules  of 
practice  in  this  notice  to  adapt  to  a  patent  electronic  image 
management  system.  Specifically,  the  changes  proposed  in  this 
notice  facilitate  electronic  data  capture  and  processing,  stream- 
line the  patent  application  process,  and  simplify  and  clarify  the 
pertinent  provisions  of  the  rules  of  practice. 

DATES:  To  be  ensured  of  consideration,  written  comments 
must  be  received  on  or  before  April  24,  2003.  No  public 
healing  will  be  held. 

ADDRESSES:  Comments  should  be  sent  by  electronic  mail 
message  over  the  Internet  addressed  to: 
PatentEFW.comments@uspto.gov.  Comments  may  also  be 
submitted  by  mail  addressed  to:  Box  Comments — Patents, 
Commissioner  for  Patents,  Washington,  DC  20231;  or  by 
facsimile  to  (703)  872-9411,  marked  to  the  attention  of  Robert 
Clarke.  Although  comments  may  be  submitted  by  mail  or 
facsimile,  the  Office  prefers  to  receive  comments  via  the 
Internet.  If  comments  are  submitted  by  mail,  the  Office  would 
prefer  that  the  comments  be  submitted  on  a  DOS  formatted  3 
1/2  inch  disk  accompanied  by  a  paper  copy. 

The  comments  will  be  available  for  public  inspection  at  the 
Office  of  Patent  Legal  Administration,  Office  of  the  Deputy 
Commissioner  for  Patent  Examination  Pohcy,  located  at  Room 
3D65  of  Crystal  Plaza  3/4,  2201  South  Clark  Place,  Arlington, 
Virginia,  and  will  be  available  through  anonymous  file  transfer 
protocol  (ftp)  via  the  Internet  (address:  http://www.uspto.gov). 
Since  comments  will  be  made  available  for  public  inspection, 
information  that  is  not  desired  to  be  made  public,  such  as  an 
address  or  phone  number,  should  not  be  included  in  the 
comments. 

FOR  FURTHER  INFORMATION  CONTACT:  Robert  A. 
Clarke  ((703)  305-9177),  Senior  Legal  Advisor,  or  Robert  J. 
Spar  ((703)  308-5107),  Director,  Office  of  Patent  Legal  Ad- 
ministration (OPLA),  directly  by  phone,  or  by  facsimile  to 
(703)  305-1013,  marked  to  the  attention  of  Mr.  Clarke,  or  by 
mail  addressed  to:  Box  Comments — Patents,  Commissioner 
for  Patents,  Washington,  DC  20231. 

SUPPLEMENTARY  INFORMATION:  The  Office  is  in 
creasing  the  integrity  of  its  internal  patent  application  record 
maintenance  by  adopting  a  new  electronic  data  processing 
system  for  the  storage  and  maintenance  of  all  the  records 
associated  with  patent  applications.  Because  the  system  is 
consistent  with  the  data  processing  system  used  by  the  Euro- 
pean Patent  Office  (EPO),  it  will  also  improve  information 
exchange  among  the  Intellectual  Property  (Dffices. 

The  system  will  use  image  technology  to  replace  the 
standard  paper  processing  of  patent  applications  currently  used 
in  the  Office.  The  paper  document  application  file  contents 
(including  the  specification,  oath  or  declaration,  drawings, 
information  disclosure  statements,  amendments.  Office  ac- 
tions, and  file  jacket  notations)  of  pending  applications  will  be 
scanned  into  electronic  image  files.  All  processing  and  exami- 
nation will  be  performed  with  the  electronic  image  files, 
instead  of  the  paper  source  documents,  by  all  Office  personnel. 

The  system  will  affect  applicants  minimally  during  the 
patent  application  process,  because  the  program  affects  internal 
operations  and  not  external  communications.  Applicants  will 
continue  to  send  and  receive  Office  correspondence  in  paper 
form,  although  the  Office  encourages  use  of  the  existing 
alternative  electronic  filing  system  resources  for  application 
filings  and  certain  information  disclosure  statement  submis- 
sions. The  proposed  changes  to  the  rules  of  practice  in  title  37 
of  the  Code  of  Federal  Regulations  (CFR)  are  designed  to 
improve  internal  operations'  use  of  the  electronic  format, 
primarily  by  easing  the  requirements  upon  applicants  in 
amendment  practice  and  information  disclosure  statement 
submissions.  The  electronic  nature  of  patent  records  permits 
their  viewing  by  the  public  through  the  Patent  Application 
Information  Retrieval  (PAIR)  system,  which  has  a  number  of 
advantages:  it  provides  notice  to  applicants  of  certain  exami- 
nation processing  activities  {e.g.,  mailing  of  Office  actions);  it 
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assures  confidence  in  the  integrity  of  the  Office  records;  it 
reduces  the  handling  of  the  records;  and  it  allows  parallel 
processing  of  the  application  by  various  parts  of  the  Office. 

The  technology  and  procedures  for  the  new  system  are 
similar  to  those  used  at  the  EPO,  but  adapted  to  the  Office's 
legal  requirements  and  existing  computer  systems.  The  Office 
has  incorporated  the  experience  and  lessons  learned  from  the 
previously  announced  prototype  program  (USPTO  Announces 
Prototype  of  Image  Processing,  1265  Off.  Gaz.  Pat.  Office  87 
(December  17,2002))  into  a  production  system  for  all  patent 
applications. 

The  electronic  format  of  applications  will  reduce  delays  in 
moving  information  within  the  Office  and  between  the  Office, 
the  applicant,  other  Intellectual  Property  (IP)  Offices  and  other 
parties  having  authority  to  view  the  records.  It  will  also  reduce 
the  potential  for  loss  of  records  and  misfiling,  provide  the 
capacity  for  multiple  parties  to  access  the  records  simulta- 
neously, improve  the  efficiency  of  the  pubhcation  process,  and 
set  the  Office  up  for  subsequent  improvements  in  electronic 
communication  related  to  applications  between  the  Office,  the 
applicant,  and  other  parties. 

It  is  also  anticipated  that  the  system  will  facilitate  the 
sharing  of  information  between  the  Office  and  other  IP  Offices. 
The  Office  anticipates  that  agreements  to  electronically  trans- 
mit priority  documents  to  certain  other  IP  Offices  as  well  as 
search  results  and  other  application  information  will  be  nego- 
tiated shortly.  Transmission  of  priority  documents  electroni- 
cally directly  to  the  other  IP  Offices  on  request  of  the  applicant 
is  anticipated  to  reduce  the  overall  costs  to  the  applicant  and  to 
the  other  IP  Offices  (which  would  receive  the  certified  copy  in 
a  format  that  is  easily  stored  and  retrieved  on  demand).  In 
tandem  with  this  effort  is  a  parallel  effort  to  promote  the 
sharing  of  information  {e.g.,  search  results)  concerning  related 
applications  by  the  various  IP  Offices  in  order  to  reduce 
duplication  of  efforts,  improve  the  efficiency  and  quality  of 
examination  efforts,  and  decrease  workload.  Thus,  it  is  antici- 
pated that  the  Office's  migration  to  an  electronic  environment 
together  with  international  negotiations  will  improve  the  effi- 
ciency and  work  quality  of  the  Office. 

Discussion  of  Specific  Rules 

Section  1.3:  Section  1.3  is  proposed  to  be  amended  to 
provide  that  papers  presented  in  violation  of  the  decorum  and 
courtesy  requirement  will  not  be  entered.  The  Office  is 
capturing  electronic  images  of  all  documents  (papers)  that  will 
be  the  official  records  of  certain  applications.  If  the  Office  has 
captured  the  image  as  an  electronic  sheet(s),  the  Office  would 
electronically  remove  the  document  from  the  Official  file  (the 
collection  of  documents  related  to  a  patent  application  or 
patent  and  which  would  be  in  this  instance  an  electronic  file) 
and  from  the  Office  computer  systems.  If  the  Office  has  not 
captured  the  image,  the  paper  would  not  be  entered  in  the 
Official  file  (which  would  in  this  instance  be  a  paper  file).  In 
either  event,  the  Office  would  provide  notice  in  the  Official  file 
that  the  paper  will  not  be  available  to  the  public.  If  the  paper 
is  intended  as  a  reply  to  an  Office  action,  the  reply  will  not  be 
considered  a  bona  fide  reply  under  §  1.135(c)  and  the  period 
set  in  the  prior  Office  action  will  continue  to  run.  Similarly,  a 
paper  submitted  in  violation  of  §  10.10(b)  that  is  intended  as  a 
reply  will  not  be  entered  in  the  Official  file  and  will  not  be 
treated  as  an  unsigned  reply  (nor  as  a  signed  reply).  Therefore, 
the  reply  will  not  toll  the  time  period  set  in  a  prior  Office 
action. 

Section  1.9:  Section  1.9  is  proposed  to  be  amended  to  clarify 
that  the  word  "paper"  and  "papers"  refer  to  a  document  or 
documents,  which  may  be  electronic  records  or  physical  paper 
sheet(s). 

Section  1.14:  Section  1.14  explains  that  applications  for 
patents  are  generally  preserved  in  confidence,  and  sets  forth  the 
special  circumstances  (35  U.S.C.  122(a))  under  which  a 
member  of  the  public  may  have  information  about,  copies  of, 
or  access  to  a  patent  application.  Section  1.14  is  proposed  to  be 
revised  to  clarify  the  rule  and  to  expand  the  rule  to  provide  for 
electronic  files  and  electronic  exchange  of  documents. 

Paragraph  (a)(1)  has  been  rewritten  to  list  the  records  that 
are  available.  The  term  "file  wrapper  and  contents"  has  been 
replaced  with  the  term  "file  contents"  to  avoid  confusion  with 


the  paper  (non-  electronic)  file  jacket  and  its  contents.  Para- 
graph (a)(1)  rephrases  the  provisions  of  current  §§  1.14(c)  and 
(e)  to  assist  the  public  in  understanding  what  applications  are 
available  to  the  public.  Accordingly,  paragraph  (a)(1),  as 
rewritten,  is  divided  into  paragraphs  (a)(l)(i)  through  (a)(l)(vi) 
listing  different  types  of  application  files  and  explaining 
whether  any  part  of  the  file  content  is  available  to  the  public. 
For  example,  paragraph  (a)(l)(iii)  explains  that  published 
pending  applications  are  available  to  the  public,  upon  written 
request,  and  payment  of  the  appropriate  fee,  and  that  the 
original  paper  file  of  the  pending  application  that  was  pub- 
lished as  a  patent  application  publication  is  not  available  to  the 
public.  In  addition,  it  is  proposed  in  the  new  paragraphs 
(a)(l)(iv)  and  (a)(l)(v)  that  where  the  benefit  of  an  application 
is  relied  upon  pursuant  to  35  U.S.C.  119(e),  120,  121  or  365  in 
certain  applications,  the  application  will  be  available  in  the 
same  manner  that  the  application  would  have  been  had  the 
application  been  referenced  in  a  U.S.  patent  or  U.S.  patent 
application  publication.  As  a  result  of  this  proposed  rule 
change  if  an  application  is  filed  as  a  continuation  of  an  earher 
application,  and  the  USPTO  publishes  the  continuation  as  a 
patent  application  publication  without  a  reference  to  the  earher 
application,  the  earlier-filed  application  will  still  be  available 
to  the  public  (either  the  originally  filed  application  or  the  entire 
application  file,  depending  upon  whether  the  earlier-filed 
application  is  abandoned). 

Paragraph  (a)(2)  is  proposed  to  be  revised  to  combine  and 
restate  current  §§  1.14(a)(1)  and  (b).  The  application  number 
of  any  application  that  claims  the  benefit  of  the  filing  date  of  a 
patent  or  an  application  that  has  been  published  may  be 
obtained  from  the  Patent  Application  Information  Retrieval 
(PAIR)  system  on  the  Office's  web  site  at:  http://pair.usp- 
to.gov. 

Section  1.14  is  also  proposed  to  be  amended  to  have  a  new 
paragraph  (b),  to  explain  that  electronic  access  may  be  pro- 
vided to  all  or  part  of  certain  applications.  Following  migration 
to  an  electronic  image  file  as  the  Official  file  of  patent 
applications,  access  will  be  provided  solely  to  the  electronic 
Official  file  and  not  to  the  original  paper  document  sheets  used 
to  create  electronic  images  within  the  Official  file. 

Proposed  §  1.14(c)  is  the  same  as  current  §  1.14(d). 
Paragraph  (d)  of  current  §  1.14  is  proposed  to  be  redesignated 
as  §  1.14(c). 

Proposed  §  1.14(d)  is  the  same  as  current  §  1.14(f). 
Paragraph  (f)  of  current  §  1.14  is  proposed  to  be  redesignated 
as  §  1.14(d). 

Section  1.14  is  also  proposed  to  be  amended  to  have  a  new 
paragraph  (e),  to  provide  that  the  Office  may  share  its  elec- 
tronic application  files  that  have  not  been  published  or  other- 
wise made  available  to  the  public  with  another  Intellectual 
Property  (IP)  Office  pursuant  to  an  agreement  between  the 
Office  and  another  IP  Office  and  if  the  apphcant  expressly 
consents.  The  written  consent  must  be  filed  in  the  Office  for  the 
Office  to  transmit,  or  allow  access  by  the  other  IP  Office,  to  the 
application  or  other  records  associated  with  the  application. 
The  migration  to  an  electronic  environment  will  allow  the 
Office  to  participate  with  other  IP  Offices  in  more  rapid 
exchange  of  information,  such  as  priority  documents,  between 
IP  Offices.  It  should  be  noted  that  following  publication,  or 
where  the  application  is  otherwise  available  to  the  public,  the 
written  consent  of  applicant  is  not  required  before  access  to  the 
application  file  is  provided. 

Paragraph  (f)  of  §  1.14  corresponds  to  paragraph  (g)  of 
current  §  1.14,  which  is  proposed  to  be  amended  to  move  the 
text  from  (g)  and  of  paragraph  (g)(1)  to  paragraph  (2),  and  to 
provide  in  the  new  paragraph  (1)  that  any  action  of  the  Board 
of  Patent  Appeals  and  Interferences  (BPAI),  or  any  decision  on 
petition,  may  be  published  or  made  available  for  public 
inspection  without  applicant's  or  patent  owner's  permission  if 
rendered  in  a  file  open  to  the  public  pursuant  to  §  1.11  or 
available  pursuant  to  §  1.14(e)(2),  an  application  that  has  been 
published  in  accordance  with  §§  1.211  through  1.221,  or  in  an 
application  claiming  priority  to,  or  the  benefit  of,  an  earlier 
fihng  date  under  35  U.S.C.  119(a)-(d),  120,  121  or  365  of  an 
application  that  has  been  published  or  patented.  In  paragraph 
(2),  the  rule  would  provide  that  an  action  of  the  BPAI,  or  any 
decision  on  petition,  not  publishable  under  paragraph  (1)  of 
this  section,  may  be  published  or  made  available  for  public 
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inspection  if  the  Director  believes  the  action  or  decision 
involves  an  interpretation  of  patent  laws  or  regulations  that 
would  be  of  important  precedential  value;  and  the  applicant,  or 
any  party  involved  in  the  interference,  does  not  within  two 
months  after  being  notified  of  the  intention  to  make  the  action 
or  decision  public,  object  in  writing  on  the  ground  that  the 
decision  discloses  a  trade  secret  or  other  confidential  infonna- 
tion  and  states  that  such  information  is  not  otherwise  publicly 
available.  If  an  action  or  decision  discloses  such  information, 
the  apphcant  or  party  shall  identify  the  deletions  in  the  text  of 
the  action  or  decision  considered  necessary  to  protect  the 
information.  If  the  applicant  or  the  party  considers  that  the 
entire  action  or  decision  must  be  withheld  from  the  public  to 
protect  such  information,  the  applicant  or  party  must  explain 
why.  Applicants  or  parties  will  be  given  time,  not  less  than 
twenty  days,  to  request  reconsideration  and  seek  court  review 
before  any  portions  of  actions  or  decisions  are  made  public 
over  their  objection.  This  procedure  is  the  same  as  that  of 
current  paragraph  (g)(2),  but  has  been  reworded  for  clarity  and 
also  to  use  the  terminology  "any  action"  of  the  BPAI  or 
"decision  on  petition"  would  be  publishable,  whereas  the 
current  rule  uses  the  terminology  "decision  by  the  Director  or 
the  BPAI". 

Generally,  patent  applications  are  maintained  in  confidence 
unless  the  Director  finds  "special  circumstances"  due  to  which 
information  about  an  application  or  the  application  itself  may 
be  released.  See  35  U.S.C.  122(a).  Section  1.14  sets  forth  when 
some  such  "special  circumstances"  have  been  found,  and 
specifies  when  release  of  information  about  an  application  or 
access  to  all  or  part  of  an  application  may  be  provided  without 
a  petition.  Accordingly,  as  one  example  of  a  "special  circum- 
stance," as  proposed  to  be  amended  with  new  paragraph  (f)(1), 
a  BPAI  decision  would  be  published,  even  if  the  decision  does 
not  involve  an  interpretation  of  patent  laws  or  regulations  that 
would  be  precedential  so  long  as  the  application  claims  priority 
to  or  the  benefit  of  an  earlier  application  that  has  been 
published  or  patented  (e.g..  a  Japanese  patent  application).  The 
BPAI  decision  would  be  published  even  if  the  application  in 
which  the  decision  was  made  requests  nonpublication  of  the 
application,  and  the  application  is  not  itself  patented. 

Proposed  §  1.14(g)  is  the  same  as  current  §  1.14(h),  which 
is  proposed  to  be  redesignated  as  §  1.14(g). 

Proposed  paragraph  (h)  of  §  1.14  corresponds  to  current  § 
1.14(i),  and  is  further  proposed  to  be  amended  to  explain  the 
meaning  of  the  terms  "Home  Copy,"  "Search  Copy,"  and 
"Examination  Copy,"  and  by  inserting  "of  the  publication" 
after  "English  language  translation"  in  paragraph  (b)(2).  Sec- 
tion 13204  of  Public  Law  107-273  made  a  technical  change  to 
the  provisional  rights  provisions  of  the  patent  statute  as  to 
international  applications  to  clarify  that  a  translation  of  the 
international  publication,  as  opposed  to  the  international  ap- 
plication, is  required  to  be  filed  in  order  for  a  patent  owner  to 
obtain  provisional  rights  pursuant  to  35  U.S.C.  154(d).  In  view 
of  this  change  to  the  statute,  the  corresponding  reference  to  the 
translation  in  §  1.14  is  proposed  to  be  changed  to  add  "a 
publication  of  an  international  patent  application"  after  "En- 
glish language  translation  of."  In  addition,  it  is  proposed  that 
the  parenthetical  phrase  at  the  end  of  paragraph  (h)(1),  refer- 
encing the  fee  for  a  copy  of  an  international  application  file,  or 
a  copy  of  a  document  in  a  file,  be  changed  from  a  reference  to 
§  1.19(b)  rather  than  §  1.19(b)(2)  or  §  1.19(b)(3),  the  fees  for 
the  contents  of  a  file  or  a  CD,  and  the  parenthetical  phrase  at 
the  end  of  paragraph  (h)(2),  referencing  the  fee  for  a  copy  of  an 
English  language  translation  in  a  file,  be  corrected  to  refer  to  § 
1.19(b)(4),  the  fee  for  a  document,  rather  than  §  1.19(b)(2)  or 
§  1.19(b)(3). 

Proposed  §  1.14(i)  is  the  same  as  current  §  1.14(j),  which  is 
proposed  to  be  redesignated  as  §  1.14(i) 

As  proposed  to  be  amended,  §  1.14  will  apply  to  all  patent 
applications  filed  before,  on,  or  after  the  date  that  the  amend- 
ment to  §  1.14  becomes  final. 

Section  1.17:  Section  1.17  is  proposed  to  be  amended  to 
eliminate  the  reference  to  returning  information  in  paragraph 
(h)  because  expunged  information  will  not  be  returned  under  § 
1.59  as  proposed  to  be  amended. 

Section  1.19:  Section  1.19  is  proposed  to  be  amended  by 
revising  paragraph  (b)(1)  to  eliminate  the  fee  for  providing  an 
electronic  copy  of  an  application  as  filed  to  another  IP  Office  if 


applicant  consents  in  writing  by  filing  an  authorization  under 
35  U.S.C.  122(a)  to  permit  the  Office  to  exchange  information 
related  to  the  entire  file  record  of  the  application  with  the  other 
IP  Ofiice.  The  electronic  transmission  would  serve  as  the 
certified  copies  of  applications  as  filed  that  can  be  required  by 
the  other  IP  Offices  under  Article  4(D)(3)  of  the  Paris  Conven- 
tion. 

Section  1.52:  Section  1.52  is  proposed  to  be  amended  to 
clarify  the  requirement  for  proper  paper  sizes  in  paper  com- 
munications submitted  to  the  Office  and  to  set  forth  the 
analogous  requirements  for  electronic  communications. 

The  Office  plans  to  capture  electronic  images  of  all  docu- 
ments that  form  the  record  of  patent  examination.  These 
images  will  form  the  Official  file  of  the  application.  Applicants 
will  have  the  option  of  submitting  application  documents  and 
other  communications  to  the  Office  on  paper,  by  facsimile 
transmission,  or  via  the  Office's  electronic  fifing  system  (EPS). 
The  existing  requirements  for  paper  and  facsimile  submissions 
(as  well  as  the  prohibition  against  filing  patent  applications  by 
facsimile,  see  §  1.6(d)(3))  are  retained,  and  the  requirements 
for  electronic  submissions  are  added.  One  newly  added  re- 
quirement for  paper  submissions  requires  that  the  papers  not  be 
permanently  bound  because  the  papers  must  be  readily  sepa- 
rable for  scanned  entry  into  the  image  system.  The  use  of 
binder  clips  or  standard  office  staples  will  generally  be 
acceptable.  The  detailed  requirements  for  electronic  submis- 
sions are  provided  in  the  Office's  EPS  documentation  (avail- 
able electronically  at  http://www.uspto.gov)  and  the  proposed 
amendments  direct  the  affected  party's  attention  to  those 
requirements. 

Paragraph  (a)(1)  of  §  1.52  is  proposed  to  be  amended  to 
clarify  that  it  pertains  to  paper  and  facsimile  submissions,  and 
that  such  submissions  not  be  permanently  bound  together. 

Paragraph  (a)(2)  of  §  1.52  is  proposed  to  be  amended  to 
clarify  that  it  pertains  to  paper  and  facsimile  submissions. 

Paragraph  (a)(3)  of  §  1.52  is  proposed  to  be  amended  to 
clarify  that  it  pertains  to  paper  and  facsimile  submissions. 

Paragraph  (a)(5)  of  §  1.52  is  proposed  to  be  amended  to 
clarify  that  it  pertains  to  paper  and  facsimile  submissions. 

Paragraph  (a)  of  §  1.52  is  also  proposed  to  be  amended  by 
adding  paragraphs  (a)(6)  and  (a)(7)  to  set  forth  that  papers 
submitted  electronically  must  comply  with  the  Office's  EPS 
requirements  and  that  failure  to  comply  will  result  in  a 
requirement  for  correction. 

Paragraphs  (b)(3)  and  (b)(4)  of  §  1.52  are  proposed  to  be 
amended  to  clarify  that  the  requirements  for  the  abstract  and 
claims  to  begin  on  a  separate  sheet  on  physical  paper  are 
similarly  required  to  begin  on  a  separate  electronic  page  in  an 
electronic  submission. 

Paragraph  (b)(7)  of  §  1.52  is  proposed  to  be  amended  to 
explain  the  consequences  of  a  failure  to  provide  compliant 
papers  within  the  set  time  period.  That  is,  as  proposed  to  be 
amended,  the  rule  will  provide  that  compliant  papers  must  be 
provided  within  the  set  time  period  in  order  to  avoid  abandon- 
ment of  the  application  in  the  case  of  an  applicant  for  patent, 
termination  of  proceedings  in  the  case  of  a  patent  owner  in  a 
reexamination  proceeding,  or  refusal  of  consideration  of  the 
papers  in  the  case  of  a  third  party  requester  in  a  reexamination 
proceeding. 

Section  1.59:  Section  1.59  is  proposed  to  be  amended  to 
eliminate  references  to  returning  documents  that  have  been 
expunged  to  recognize  that,  with  electronic  Official  files,  there 
will  be  nothing  to  return  when  a  paper  is  expunged.  The  Office 
is  capturing  electronic  images  of  all  documents  that  form  the 
Official  file.  Where  the  image  is  generated  from  a  physical 
source  document,  the  originating  document  may  be  disposed  of 
once  the  electronic  image  accuracy  is  verified.  Therefore,  if  a 
document  is  to  be  expunged  from  the  record,  the  only 
operation  that  will  be  required  will  be  removal  of  the  image 
from  the  Official  file.  Paragraph  (a)(1)  of  §  1.59  is  proposed  to 
be  amended  by  deleting  the  phrase  "and  returned"  from  the 
first  sentence,  and  deleting  the  second  sentence.  Paragraph  (b) 
of  §  1.59  is  proposed  to  be  amended  by  deleting  the  phrase 
"and  return"  from  each  of  the  first  and  second  sentences. 
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Section  1.71:  Section  1.71  is  proposed  to  be  amended  by 
adding  a  new  paragraph  (f)  to  require  that  the  first  page  of  a 
specification  commence  on  a  new  sheet  and  to  require  that  no 
sheet  including  part  of  the  text  of  the  specification  include  any 
other  material.  Claims  must  also  commence  on  a  new  sheet  and 
in  accordance  with  the  proposed  changes  to  §  1.75,  must  not 
include  other  parts  of  the  application. 

Section  1.72:  Paragraph  (b)  of  §  1.72  is  proposed  to  be 
amended  to  prohibit  the  paper  presenting  the  abstract  to 
include  any  other  portions  of  the  application  or  other  material. 
Presentation  of  material  other  than  the  abstract  on  the  same 
page  as  the  abstract  makes  the  electronic  indexing  of  the 
application  more  difficult.  In  addition,  it  is  proposed  to  remove 
the  last  sentence  of  paragraph  (b)  to  eUminate  the  prohibition 
on  using  the  abstract  to  be  used  to  interpret  the  claims  to 
conform  the  rule  to  be  consistent  with  Federal  Circuit  case  law. 
See  Hill-Rom  Co.  v.  Kinetic  Concepts,  Inc.,  209  F.3d  1337, 
1341  n.*,  54  USPQ2d  1437,  1440  n.l  (Fed.  Cir.  2000). 

Section  1.75:  Paragraph  (h)  of  §  1.75  is  proposed  to  be 
amended  to  prohibit  a  paper  presenting  claims  from  including 
any  other  portions  of  the  application  or  other  material.  Presen- 
tation of  material  other  than  the  claims  on  the  same  page  as  one 
or  more  claims  makes  the  electronic  indexing  of  the  applica- 
tion more  difficult. 

Section  1.97:  Section  1.97  is  proposed  to  be  amended  to 
move  the  last  date  on  which  an  information  disclosure  state- 
ment (IDS)  may  be  filed  to  the  day  prior  to  the  maiUng  of  the 
next  Office  action  from  the  Office. 

Sections  1.97(b)  and  (c)  are  proposed  to  be  amended  to 
move  the  last  date  on  which  an  IDS  may  be  filed  from  the  day 
of  mailing  of  an  Office  action  to  the  day  before  the  mailing  of 
an  Office  action. 

Section  1.97(b)(3)  is  proposed  to  be  amended  to  require 
filing  of  an  IDS  before  the  day  of  the  mailing  of  the  first  Office 
action. 

Section  1.97(b)(4)  is  proposed  to  be  amended  to  require 
filing  of  an  IDS  before  the  day  of  the  mailing  of  the  first  Office 
action  after  the  filing  of  a  request  for  continued  examination 
under  §  1.114. 

Section  1 .97(c)  is  proposed  to  be  amended  to  require  filing 
of  an  IDS  before  the  day  of  the  mailing  of  any  of  a  final  action 
under  §  1.113,  a  notice  of  allowance  under  §  1.311,  or  an  action 
that  otherwise  closes  prosecution  in  the  application,  provided  it 
is  accompanied  by  one  of:  (1)  The  statement  specified  in  § 
1.97(e);  or  (2)  the  fee  set  forth  in  §  1.1 7(p). 

With  PAIR,  applicants  can  easily  determine  when  Office 
actions  are  mailed  by  reviewing  the  change  of  status  informa- 
tion for  an  application  that  is  available  over  the  Internet. 
Unless  apphcants  are  required  to  submit  an  IDS  before  Office 
actions  are  mailed,  applicants  may  unfairly  delay  prosecution 
to  meet  their  short-term  needs  by  mailing  an  IDS  on  the  same 
day  as  Office  actions  are  mailed  upon  seeing  that  a  mailing 
occurred  through  PAIR.  Therefore,  in  order  to  promote  effi- 
cient processing  and  provide  the  benefits  of  PAIR,  a  change  in 
the  "mailing  rule"  is  being  proposed. 

Section  1.98:  Section  1.98  is  proposed  to  be  amended  by 
adding  a  new  paragraph  (e),  which  provides  that  the  require- 
ment in  §  1.98(a)(2)(i)  for  a  copy  of  all  listed  U.S.  patents  and 
U.S.  patent  application  publications  does  not  apply  to  any  IDS 
submitted  in  compliance  with  the  Office's  electronic  filing 
system.  Thus,  for  any  IDS  submitted  to  the  Office  via  the 
Office's  EFS,  paper  copies  of  U.S.  patents  and  U.S.  application 
publications  cited  in  the  IDS  would  no  longer  have  to  be 
suppUed  by  applicants. 

An  EFS  software  upgrade  has  added  an  IDS,  submitted 
under  the  provisions  of  §§  1.97  and  1.98,  as  a  type  of  electronic 
submission  that  may  be  made  via  the  Office's  EFS.  Currently, 
the  EFS  may  only  be  used  to  submit:  (1)  Certain  non- 
provisional  utility  patent  applications;  (2)  provisional  applica- 
tions; (3)  biotechnology  sequence  listings;  (4)  copies  of  patent 
applications  for  purposes  of  having  the  copies  of  the  patent 
application  published  (redacted  publication,  republication  as 
amended,  or  voluntary  publication);  (5)  assignments  of  patents 
and  applications;  and  (6)  Information  Disclosure  Statements. 


See  Legal  Framework  for  the  Use  of  the  Electronic  Filing 
System,  1263  Off.  Gaz.  Pat.  Office  60,  61  (Oct.  8,  2002).  With 
the  EFS  software  upgrade,  an  applicant  is  able  to  electronically 
transmit  an  IDS  with  the  filing  of  a  new  utility  patent 
application,  or  as  a  subsequent  filing.  This  EFS  software 
upgrade  is  NOT  usable  for  third  party  information  disclosure 
submissions  under  §  1.99.  The  IDS  submission  via  EFS  is  the 
only  electronic  substitute  for  a  paper  IDS  submission  contem- 
plated. EFS  has  been  available  to  the  general  public  for  limited 
electronic  filing  since  October  2000.  See  Electronic  Filing 
System  Available  to  Public,  1240  Off.  Gaz.  Pat.  Office  45  (Nov. 
14,  2000). 

Applicants  may  file  an  IDS  via  EFS  by  (1)  entering  the 
references"  citation  information  in  a  fillable  electronic  form, 
equivalent  to  the  paper  PTO-1449  form  (or  revised  form 
PTO/SB/08A  and  08B)  by  using  EFS  software;  and  (2) 
transmitting  the  fillable  electronic  form  data  to  the  Office  via 
EFS.  This  electronic  EFS  form  currently  allows  only  citations 
for  U.S.  patents  and  U.S.  patent  application  pubhcations.  If  any 
references  to  foreign  patent  documents  or  non-patent  literature 
documents  or  unpublished  U.S.  apphcations  are  to  be  cited, 
then  applicants  will  continue  to  submit  those  citations  on  a 
separate,  conventional  paper  PTO-1449  form  (or  equivalent 
form)  delivered  with  a  printed  copy  of  each  cited  foreign 
patent  document,  non-patent  hterature  document  and  unpub- 
lished U.S.  application  via  mail,  facsimile  transmission,  or 
hand  delivery.  Applicants  need  not  send  the  Office  copies  of 
any  U.S.  patent  or  U.S.  application  publication  documents 
cited  on  a  fillable  electronic  IDS  form  that  is  electronically 
transmitted  to  the  Office  via  EFS.  In  those  instances  in  which 
an  applicant  sends  an  IDS  on  the  same  day  by  EFS  and  by 
conventional  delivery,  and  a  fee  under  §  1.97  is  due,  only  one 
fee  will  be  due  if  the  applicant  informs  the  Office  in  the 
conventional  submission  that  such  a  submission  is  associated 
with  an  electronic  submission  on  the  same  day  in  which  the  fee 
was  paid. 

The  EFS  software  provides  a  fillable  electronic  IDS  form 
equivalent  to  a  paper  PTO-1449,  Information  Disclosure  State- 
ment form,  in  which  citations  for  up  to  50  U.S.  patents  and  up 
to  50  U.S.  patent  application  publications  may  be  entered.  This 
EFS  fillable  form  has  fields  where  statements  of  relevance  and 
where  notifications  that  the  documents  were  cited  in  a  com- 
munication from  a  foreign  patent  Office  in  accordance  with  § 
1.97(e)  may  be  given.  The  EFS  upgrade  validates  the  format  of 
data  entered  into  the  fillable  electronic  IDS  form  and  provides 
the  means  to  specify  whether  this  fillable  EFS  IDS  form  is  to 
be  linked  to  an  accompanying  new  application  fifing  or  is 
being  filed  in  a  previously  filed  application,  and  transmit  the 
XML  formatted  IDS  data  on  the  fillable  electronic  form  to  the 
Office.  The  EFS  software  also  provides  fields  to  enter  required 
fee  payment  information  under  §§  1.97(c)(2)  and  (d)(2). 

The  fillable,  EFS  IDS  form  will  be  entered  as  a  paper  (but 
will  actually  be  part  of  an  electronic  database)  into  the 
application  file  contents  indicating  that  it  was  received  on  the 
date  the  complete  transmission  containing  the  form  was 
received  in  the  Office  via  EFS.  This  is  the  date  the  Office  will 
refer  to  in  considering  compliance  with  §  1.97. 

Examiners  will  consider  the  U.S.  patents  and  U.S.  applica- 
tion publications  cited  on  an  EFS  transmitted  IDS  form 
provided  the  remaining  requirements  of  §§  1.97  and  1.98  are 
met,  by  reviewing  electronic  or  printed  copies  produced  from 
the  Office's  electronic  databases.  It  will  be  most  important  that 
the  cited  patent  and  application  publication  numbers  be  accu- 
rate and  devoid  of  transcription  error.  There  will  be  no 
appUcant-provided  copies  of  the  disclosed  documents  in  the 
application  file  for  the  examiner  to  review.  Instead,  because  the 
Office  will  electronically  retrieve  the  patents  and  application 
publications  so  identified  by  those  numbers,  the  examiner  will 
only  be  able  to  consider  the  documents  so  identified.  As  a 
corollary,  examiners  will  only  consider  what  is  actually  cited. 
Where,  for  example,  an  error  is  made  in  transcribing  a  U.S. 
patent  number,  and  the  examiner,  after  retrieving  the  patent 
associated  with  the  number  as  entered  in  the  IDS,  determines 
that  the  patent  associated  with  tht  number  as  entered  in  the 
IDS  is  not  the  correct  number,  because  the  inventor's  name  and 
issue  date  entered  in  the  IDS  does  not  match  the  corresponding 
data  on  the  patent  associated  with  the  patent  number  entered  in 
the  IDS,  the  examiner  will  follow  the  procedure  regarding  the 
handling  of  non-complying  information  disclosure  statements 
set  forth  in  section  609  111(C)(1)  of  the  Manual  of  Patent 
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Examination  Procedure  (8th  ed.  2001)  (MPEP).  The  examiner 
may  either  initial  the  paper  copy  printed  from  the  electronic 
IDS  to  indicate  that  the  erroneously  cited  patent  has  been 
reviewed  or  line  through  the  citation  as  not  in  compliance  with 
§  1.98. 

The  only  procedure  for  having  such  documents  considered 
when  an  erroneous  patent  or  application  publication  number  is 
cited  in  an  elDS  will  be  by  citing  the  correct  document 
identifying  number  in  a  subsequent  IDS,  either  paper  or 
electronic,  that  conforms  to  the  requirements  of  §§  1.97  and 
1.98.  as  specified  in  MPEP  609  111(C)(1)  regarding  corrections 
of  the  information  in  non-complying  information  disclosure 
statements. 

The  IDS  may  be  submitted  as  part  of  an  EPS  electronic 
application  filing,  or  subsequent  to  an  application  filing,  either 
in  paper  or  via  EPS.  The  ePAVE  program  will  prompt  the  filer 
to  associate  an  IDS  file  with  a  new  application  file  and  to 
provide  payment  infonnation,  where  either  is  appropriate.  As 
with  the  other  types  of  electronic  submissions,  ePAVE  will 
validate  the  format,  display  it  to  the  filer,  prompt  for  the  filer's 
electronic  signature,  use  the  filer's  digital  certificate  (a  digital 
certificate  may  be  obtained  from  the  Office's  Electronic 
Business  Center),  to  encrypt  the  whole  package,  and  transmit 
the  submission  to  the  Office.  Upon  receipt,  the  Office  will  send 
to  the  filer  an  electronic  post  card  "Acknowledgement  Re- 
ceipt", including  a  server  date  stamp,  a  unique  server  number, 
the  appUcation  number,  and  confirmation  of  the  number  of  the 
files  received  by  the  Office.  If  the  IDS  submission  is  subse- 
quent to  the  application  filing,  the  filer  will  be  required  to  enter 
both  an  application  number  and  a  confirmation  number.  A 
confirmation  number  is  an  additional  four-digit  identifier 
assigned  to  an  application,  and  can  be  found  in  the  upper 
left-hand  comer  of  the  official  filing  receipt.  A  filer  will  be 
required  to  have  a  customer  number,  obtained  from  the  Office's 
Electronic  Business  Center,  and  an  Office  provided  digital 
certificate  to  use  EPS  as  with  current  practice. 

Section  1.99:  Section  1.99  is  proposed  to  be  amended  to 
provide  that  the  Office  will  not  enter  any  explanation  of  the 
patents  or  pubUcations,  or  any  other  information  (that  is  not 
limited  to  patents  or  publications)  included  in  a  submission. 
The  Office  will  also  not  enter  a  submission  that  is  not  in 
comphance  with  the  requirements  of  this  section.  The  Office  is 
capturing  electronic  images  of  all  documents  that  form  the 
Official  file  of  certain  applications  and  the  original  paper 
documents,  if  stored,  will  be  stored  off-site  and  will  not  be 
easily  accessible,  and  if  destroyed,  will  not  be  available. 
Therefore,  any  submission,  or  part  of  the  submission,  that  is 
not  in  comphance  with  this  section  would  not  be  captured  as 
electronic  images  and,  if  such  documents  have  been  entered 
into  the  Official  file,  the  Office  will  electronically  remove  the 
documents  from  the  Official  file. 

Paragraph  (d)  of  §  1.99  is  proposed  to  be  amended  by 
deleting  the  word  "dispose  of  and  replacing  it  with  "not 
enter."  Paragraph  (e)  of  §  1.99  is  proposed  to  be  amended  by 
deleting  the  phase  "returned  or  discarded"  and  replacing  it  with 
"will  not  be  entered". 

Section  1.121:  The  manner  of  making  amendments  to  the 
specification,  claims  and  drawings  is  being  revised  with 
proposed  changes  to  §  1.121.  While  the  process  of  making 
amendments  would  generally  remain  the  same,  relying  on  the 
use  of  replacement  versions  of  the  specification,  claims  and 
drawing  figures,  the  process  for  submitting  amendments  is 
simpUfied.  The  submission  of  two  versions  (clean  and  marked- 
up)  of  amended  subject  matter,  and  the  attendant  editorial 
difficulties  associated  with  this  practice,  will  no  longer  be 
required  other  than  for  substitute  specifications.  For  amending 
the  specification  (§  1.121(b)(1)  and  (b)(2)),  applicants  would 
be  required  to  submit  a  replacement  paragraph  or  section 
marked-up  to  show  changes  relative  to  the  immediate  prior 
version.  No  clean  version  of  replacement  paragraphs  or  sec- 
tions would  be  required.  When  the  specification  is  to  be 
amended  extensively,  a  substitute  specification  marked-up  to 
show  changes  relative  to  the  immediate  prior  version  would  be 
submitted,  as  per  §  1.125  which  is  invoked  by  §  1.121(b)(3).  In 
this  situation,  a  clean  version  of  the  specification  would  also  be 
required,  as  per  current  §  1.125(c).  For  amending  the  claims  (§ 
1.121(c)),  applicants  would  be  required  to  provide  replacement 
claims  (marked-up  to  show  changes  relative  to  the  immediate 
prior  version)  as  part  of  a  complete  listing  of  all  the  claims  in 


the  application  each  time  a  claim  is  amended,  which  listing 
would  include  the  status  of  each  claim,  and  the  text  of  each 
pending  claim  under  examination.  No  separate  clean  version 
would  be  required  at  the  time  a  claim  is  amended.  For 
amending  drawing  figures  (§  1.121(d)),  applicants  would  be 
required  to  submit  a  replacement  figure  with  the  changes  made. 
No  pre-approval  of  proposed  changes  in  red  ink  will  be 
required.  In  each  situation,  an  explanation  of  the  changes  must 
be  supplied. 

This  proposed  revised  process  for  amending  the  specifica- 
tion, claims  and  drawing  figures  of  pending  patent  applications 
will  further  facihtate  the  advent  of  electronic  examination  in 
the  Office.  The  principal  feature  of  this  proposal,  and  the  one 
which  would  most  significantly  impact  the  examination  pro- 
cess, would  require  that  a  complete  listing  of  claims  (which 
includes  the  status  of  all  claims  and  the  text  of  pending  claims 
under  examination)  be  submitted  as  part  of  each  amendment 
document  that  includes  any  amendments  to  the  claims,  with  the 
complete  listing  totally  replacing  any  and  all  previous  versions 
of  claims  throughout  an  application.  The  conversion  of  all 
paper-based  application  files  into  electronic  image  format, 
together  with  the  proposed  changes  to  amendment  practice, 
will  enable  the  complete  listing  of  all  of  the  claims  to  be 
conveniently  located  and  easily  accessed  on  a  computer  screen 
for  review  by  a  patent  examiner  or  the  applicant,  or  where  the 
application  is  open  to  the  public. 

In  order  to  promote  uniformity  and  consistency  of  practice, 
the  Office,  in  the  proposed  changes  to  §  1.121,  would  require 
applicants  to  utihze  only  strike-through  for  deleted  subject 
matter  and  underhning  for  added  subject  matter  as  markings  to 
show  changes  made.  No  other  method  of  markings  will  be 
permitted. 

As  a  result  of  the  adoption  of  the  proposed  changes  to  § 
1.121,  apphcants  will,  in  most  cases,  no  longer  be  required  to 
reproduce  lengthy  segments  of  the  specification  in  both  clean 
and  marked-up  versions.  Only  a  marked-up  version  of  a 
replacement  paragraph  or  section  will  be  required.  Where  a 
substitute  specification  has  been  provided  because  of  extensive 
amendments,  the  substitute  specification  should  be  supplied  as 
a  clean  replacement  version,  which  will  be  entered.  A 
marked-up  version  is  also  necessary  to  the  examination  pro- 
cess to  show  the  examiner  the  changes  that  were  made.  These 
requirements  are  the  same  as  the  current  requirements  of  § 
1.125(b)  and  (c)  for  submitting  a  substitute  specification.  With 
respect  to  the  claims,  the  proposed  changes  will  result  in  the 
filing  of  a  complete  listing  of  all  of  the  claims  in  the 
application,  and  the  status  of  each  claim  (in  the  listing),  in  a 
single  amendment  document  each  time  an  amendment  to  the 
claims  is  made.  The  status  of  every  claim  will  be  indicated  in 
a  parenthetical  expression  following  each  claim  number,  using 
the  identifiers  "(original)",  "(previously  amended)",  "(cur- 
rently amended)",  etc.  Only  the  claims  being  changed  at  the 
time  an  amendment  is  filed  will  include  the  markings  to  show 
the  changes.  Claims  not  currently  amended  will  be  presented  in 
the  same  amendment  document  in  clean  version.  Applicants 
will  no  longer  be  required  to  submit  both  a  clean  version  and 
a  separate  marked-up  version  of  claims  being  changed.  Fur- 
ther, the  submission  of  a  clean  version  in  addition  to  a 
marked-up  version  is  strongly  discouraged.  Dual  versions 
(clean  and  marked-up)  may  get  confused  and  the  wrong 
version  may  get  entered  into  the  application  file.  In  such  an 
event,  an  incorrect  message  would  be  given,  as  providing  any 
claim  text  in  clean  version  will  be  taken  to  be  an  assertion  by 
applicants  that  no  changes  have  been  made  relative  to  the 
immediate  prior  version.  The  burden  of  ensuring  accuracy 
between  the  most  recent  and  the  prior  versions  would  be  borne 
by  apphcants. 

Amendments  to  a  drawing  figure  will  be  made  by  submitting 
the  actual  changes  in  a  replacement  drawing  sheet  which  is  in 
compliance  with  §  1.84.  If  multiple  drawing  figures  are  on  a 
single  drawing  sheet,  the  replacement  drawing  sheet  should 
include  the  figures  which  have  not  been  revised  as  well  as  the 
revised  drawing  figure(s).  A  detailed  explanation  of  each  of  the 
changes  made  to  a  drawing  figure  must  also  be  provided  in  a 
separate  section  of  the  amendment  document.  If  the  changes 
are  not  acceptable  to  or  approved  by  the  examiner,  the 
applicant  would  be  notified  and  given  a  requirement  for 
corrective  action  in  the  next  Office  action.  In  the  absence  of  an 
objection  to  the  drawings,  no  further  drawing  submission  by 
applicant  will  be  required. 
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The  proposed  changes  to  amendment  practice,  if  adopted  in 
the  final  rule,  will  provide  amendments  ready  for  scanning  and 
indexing  into  an  electronic  image  format  and  incorporated  into 
an  electronic  file  wrapper  that  will  be  available  and  accessible 
to  examiners  on  their  individual  PCs  for  further  examination. 
Due  to  the  large  backfile  of  pending  applications  in  the  Office, 
the  implementation  of  the  scanning  system  and  the  creation  of 
electronic  file  wrappers  will  be  phased  into  the  technology 
centers  over  a  period  of  time.  The  proposed  changes  to  the  rule 
will  require  applicants  to  consolidate  all  of  the  claims  of  any 
currently  pending  application  into  a  single  amendment  docu- 
ment each  time  any  claim  is  amended,  or  a  new  claim  is  added. 
In  the  final  rule,  if  it  is  adopted  as  proposed,  all  amendment 
documents  will  be  required  to  include  the  full  text  of  all 
pending  claims  (except  for  withdrawn  claims)  with  their  status 
in  parentheses  after  the  claim  numbers,  as  well  as  an  indication 
of  the  status  of  any  claims  which  have  been  currently  or 
previously  canceled  or  withdrawn. 

Section  1.121(b)  is  proposed  to  be  amended  to  clarify  that 
applicants  must  make  amendments  to  the  specification  by  use 
of  (1)  replacement  paragraph,  or  (2)  replacement  section. 
Provisions  for  submitting  a  substitute  specification  have  been 
cross-referenced  to  §  1.125.  Provisions  for  amending  claims 
are  provided  for  in  other  sections  of  this  rule  (paragraph  (c)). 

It  is  proposed  that  paragraphs  (b)(l)(ii),  (b)(2)(ii)  and 
(b)(3)(ii)  be  changed  to  require  that  the  amendment  include  a 
version  of  the  amended  paragraph,  section  or  substitute  speci- 
fication (by  reference  to  §  1.125)  marked-up  to  show  the 
changes  by  using  "strike-through"  as  the  method  for  showing 
deletions  of  subject  matter  in  the  specification.  Similarly  the 
Office  proposes  to  require  underlining  to  show  additions  of 
subject  matter.  Only  strike-through  and  underlining  should  be 
used  as  the  method  to  show  changes. 

It  is  further  proposed  to  ehminate  current  paragraphs 
(b)(l)(iii),  (b)(2)(iii)  and  (b)(3)(iii). 

It  is  proposed  to  add  new  paragraph  (b)(5)  to  indicate  that 
precise  instructions  as  to  location  of  the  changes  must  be 
provided  for  entry  of  amendments  to  the  specification.  Dele- 
tion of  a  paragraph  or  section  may  be  made  by  instruction  to 
cancel  only;  no  actual  text  to  be  canceled  should  be  submitted. 
Once  an  amended  paragraph,  section,  or  substitute  specifica- 
tion is  presented  in  an  amendment  document,  there  is  no 
further  need  for  the  applicant  to  re-present  the  amended 
submission  in  a  subsequently  filed  amendment  document. 

It  is  proposed  to  replace  current  paragraphs  (c)(1)  through 
(c)(3)  with  revised  paragraphs  (c)  and  (c)(1)  through  (c)(5). 
Paragraph  (c)  as  revised  would  provide  for  a  total  rewriting  of 
a  claim  each  time  the  claim  is  amended,  including  markings  to 
show  the  changes  being  made  relative  to  the  immediate  prior 
version  of  the  claim.  This  section  would  also  require  submit- 
ting a  complete  fisting  of  all  pending  claims  in  the  application, 
including  the  status  of  each  and  every  claim  in  every  amend- 
ment document  that  includes  an  amendment  to  the  claims.  This 
listing  would  replace  all  prior  versions  of  the  claims  (except 
for  any  withdrawn  claims),  and  listings  of  the  claims  in  the 
application.  The  claim  status  required  with  each  amendment 
document  would  be  indicated  in  a  parenthetical  expression 
following  the  claim  number.  The  status  of  all  claims  in  the 
application,  even  those  previously  canceled  or  withdrawn, 
would  be  indicated  with  each  amendment  document. 


(Reinstated — formerly  claim  #_):  Claim  deleted  in  an  earlier 
amendment  document,  but  represented  with  a  new  claim 
number  in  current  amendment 

(Previously  reinstated):  Claim  deleted  in  an  earlier  amend- 
ment and  reinstated  in  an  earlier  amendment  document 

(Re-presented  "formerly  dependent  claim  #_):  Dependent 
claim  re-presented  in  independent  form  in  current  amendment 
document 

(Previously  re-presented):  Dependent  claim  re-presented  in 
independent  form  in  an  earlier  amendment,  but  not  currently 
amended 

As  a  result  of  this  proposed  change,  each  amendment 
document  would  be  self-contained,  i.e..  it  would  include  a 
complete  set  of  claims  for  examination  and  would  provide  the 
status  of  all  of  the  claims  in  one  location  in  the  file. 

An  example  of  how  the  claims,  and  the  status  of  the  claims, 
would  be  presented  is  as  follows  (use  of  the  word  "claim" 
before  the  claim  number  is  optional): 

Claims  1-5  (canceled)  (Note:  consecutive  canceled  or  with- 
drawn claims  may  be  aggregated) 

Claim  6  (withdrawn) 

Claim  7  (previously  amended):  A  bucket  with  a  handle 

Claim  8  (currently  amended):  A  bucket  with  a  green  blue 
handle 

Claim  9  (withdrawn) 

Claim  10  (original):  A  bucket  with  a  wooden  handle 

Claim  11:  (new):  A  bucket  with  plastic  sides  and  bottom 

Paragraph  (c)(1)  would  require  the  use  of  stnke-through  (for 
deletions)  and  underlining  (for  additions)  to  mdicate  how  an 
amended  claim  differs  from  its  immediate  prior  version.  The 
proposed  amendment  to  this  section  eliminates  the  previously 
accepted  use  of  equivalent  marking  systems.  No  other  method 
of  markings  or  comparison  (other  than  strike-through  and 
underlining)  would  be  permitted.  Only  claims  of  the  status 
"currently  amended"  would  include  markings  showing 
changes  made. 

Paragraph  (c)(2)  would  require  that  the  current  amendment 
document  include  not  only  the  marked-up  version  of  claims 
being  currently  amended,  but  also  the  submission  of  a  clean 
version  of  pending  claims  not  being  amended  in  the  current 
amendment  document.  The  presentation  of  clean  text  (not 
underlined)  in  any  claim  would  constitute  an  assertion  that  no 
changes  have  been  made  from  the  immediate  prior  version  of 
the  same  claim.  This  would  relieve  the  Office  of  the  burden  of 
cross-reading  various  versions  of  the  same  claim  to  ensure 
accuracy  of  rewritten  claims.  The  text  of  canceled  or  with- 
drawn claims  should  not  be  presented  in  each  amendment 
document;  these  claims  should  be  indicated  as  being  in  the 
status  of  "(canceled)"  or  "(withdrawn)". 

Paragraph  (c)(3)  would  provide  for  the  cancellation  of  any 
claim  by  mere  instructions  to  cancel.  If  no  instructions  to 
cancel  a  specific  claim  were  submitted  in  an  amendment  paper, 
listing  the  claim  as  canceled  in  the  claim  status  would 
constitute  an  instruction  to  cancel  the  claim;  no  other  instruc- 
tion would  be  necessary.  Any  added  claims  (in  the  current 
amendment  document)  should  be  merely  identified  in  the 
status  parenthetical  expression  as  "(new)"  and  should  not  be 
underlined. 


In  order  to  promote  uniformity  and  consistency,  only  the 
following  defined  identifiers  should  be  used  to  indicate  the 
status  of  the  claims  (in  parentheses  after  the  claim  number): 

(Original):  Claim  filed  with  the  application 

(Currently  amended):  Claim  being  amended  in  the  current 
amendment  document 

(Previously  amended):  Claim  not  being  currently  amended, 
but  which  was  amended  in  a  previous  amendment  document 

(Canceled):  Claim  deleted  from  the  application 

(Withdrawn):  Claim  still  in  the  application,  but  in  a  non- 
elected  status 

(Previously  added):  Claim  added  in  an  earlier  amendment 
document 

(New):  Claim  being  added  in  the  current  amendment  docu- 
ment 


As  proposed  in  paragraph  (c)(4),  the  claims  should  be 
presented  in  ascending  numerical  order.  This  would  prevent 
the  grouping  of  claims  by  status  (all  new  claims  together,  all 
amended  claims  together,  etc.),  and  ensure  a  complete  set  of 
claims  in  numerical  order,  regardless  of  status.  Consecutive 
claims  of  the  same  status,  however,  could  be  aggregated  (e.g.. 
"Claims  1-5  (previously  canceled)").  Further,  it  is  proposed  to 
revise  paragraph  (c)(4)  to  require  that  any  sheet  of  an  amend- 
ment paper  including  part  of  the  text  of  a  claim  shall  not 
include  material  directed  to  any  other  part  of  the  amendment  or 
any  remarks  concerning  the  claims.  This  requirement  will 
facilitate  indexing  of  the  application  papers. 

Paragraph  (c)(5)  would  require  that  a  claim  canceled  in  its 
entirety  could  only  be  reinstated  if  presented  as  a  new  claim 
with  a  new  claim  number. 
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Paragraph  (d)  would  require  that  any  drawing  changes  be 
submitted  in  compliance  with  §  1.84  on  replacement  sheets  in 
an  attachment  to  an  amendment  document.  An  accompanying 
detailed  explanation  of  all  of  the  changes  would  be  provided 
on  a  separate  sheet  in  the  drawing  amendments  or  remarks 
section  of  the  amendment  document.  Any  amended  replace- 
ment drawing  sheet  should  include  all  of  the  figures  appearing 
on  the  immediate  prior  version  of  the  sheet,  even  though  only 
one  figure  may  be  amended.  The  figure  or  figure  number  of  an 
amended  drawing  should  not  be  labeled  as  "amended."  If  a 
drawing  figure  is  to  be  canceled,  the  appropriate  figure  must  be 
removed  from  the  replacement  sheet,  and  where  necessary,  the 
remaining  figures  must  be  renumbered.  Additional  replacement 
sheets  may  be  necessary  to  show  the  renumbering  of  the 
remaining  figures.  The  replacement  sheet(s)  should  be  labeled 
"Replacement  Sheet"  in  the  page  header  so  as  not  to  obstruct 
any  portion  of  the  drawing  figures.  If  the  changes  are  not 
accepted  by  the  examiner,  the  applicant  would  be  notified  and 
informed  of  any  required  corrective  action  in  the  next  Office 
action.  No  further  drawing  submission  of  the  amended  drawing 
figure(s)  by  applicant  would  be  required,  unless  applicant  is  so 
notified. 

As  proposed  in  paragraph  (d)(1),  the  applicant  would  be 
permitted  to  provide  a  marked-up  copy  of  any  figure  being 
amended  with  the  amendment  document.  This  mark-up  would 
be  used  by  the  Office  to  determine  the  changes  being  made  in 
the  drawings. 

As  proposed  in  paragraph  (d)(2),  examiners  would  be 
permitted  to  require  a  marked-up  copy  of  a  figure  that  has  been 
or  is  required  to  be  revised.  The  examiner  may  make  the 
requirement  in  an  Office  action  requiring  a  drawing  correction, 
or  after  a  drawing  amendment  has  been  made. 

A  change  is  proposed  to  the  last  line  of  paragraph  (g)  in 
order  to  bring  it  into  conformity  with  earlier  changes,  "(c)(1)" 
is  changed  to  "(c)  and  (c)(1)  through  (c)(5)". 

It  is  proposed  that  paragraph  (h)  be  added  to  require  that 
each  section  of  an  amendment  {e.g.,  amendments  to  the  claims, 
amendments  to  the  specification,  replacement  drawings,  re- 
marks) begin  on  a  separate  sheet  of  the  amendment  paper. 

Paragraphs  (h),  (i),  and  (j)  have  been  renained  as  (i),  (j),  and 
(k),  respectively. 

Section  1.125:  Paragraph  (b)  is  proposed  to  be  revised  to  add 
a  cross-reference  to  §  1.312  to  remind  applicants  that  for 
submissions  of  substitute  specifications  filed  after  the  notice  of 
allowance  has  been  mailed  and  up  to  the  time  of  payment  of 
the  issue  fee,  entry  of  the  substitute  specification  is  not  a  matter 
of  right. 

Paragraphs  (c)  of  §  1.1 25  is  proposed  to  be  revised  to  require 
the  presentation  by  applicant  of  both  a  marked-up  version  of 
the  specification  (using  strike-through  to  indicate  deleted 
subject  matter  and  underlining  to  indicate  added  subject 
matter)  and  a  clean  version  without  markings. 

Section  1.823:  Section  1.823  is  proposed  to  be  amended  by 
revising  paragraph  (a)(1)  to  require  that  any  sheet  including  a 
part  of  a  sequence  listing  not  include  material  other  than  part 
of  a  sequence  listing.  This  change  is  to  facilitate  indexing  of 
the  specification. 

Rule  Making  Considerations 

Administrative  Procedure  Act:  This  notice  proposes  changes 
to  the  rules  of  practice  that  facilitate  electronic  image  record 
management  of  patent  application  files  to  support  the  begin- 
ning-to-end electronic  processing  of  patent  appUcations.  The 
changes  proposed  in  this  notice  are  limited  to  the  format  for 
and  the  manner  of  making  amendments  to  patent  applications, 
the  handling  of  patent  applications  and  other  papers  within  the 
Office,  the  manner  of  filing  information  disclosure  statements, 
and  the  procedures  for  electronic  exchange  of  priority  docu- 
ments with  other  intellectual  property  offices.  Therefore,  these 
changes  involve  rules  of  agency  practice  and  procedure  under 
5  U.S.C.  553(b)(A).  See  Bachow  Communications  Inc.  v.  FCC, 
in  F.3d  683,  690  (D.C.  Cir.  2001).  Therefore,  prior  notice  and 
opportunity  for  public  comment  are  not  required  pursuant  to  5 
U.S.C.  553(b)  or  (c)  (or  any  other  law).  Nevertheless,  the 


Office  is  providing  this  opportunity  for  public  comment  on  the 
changes  proposed  in  this  notice  because  the  Office  desires  the 
benefit  of  public  comment  on  these  proposed  changes. 

Regulatory  Flexibility  Act:  As  prior  notice  and  an  opportu- 
nity for  public  comment  are  not  required  pursuant  to  5  U.S.C. 
553  (or  any  other  law),  an  initial  regulatory  flexibility  analysis 
under  the  Regulatory  Flexibility  Act  (5  U.S.C.  601  et  seq.)  is 
not  required.  See  5  U.S.C.  603. 

Executive  Order  13132:  This  rule  making  does  not  contain 
policies  with  federalism  implications  sufficient  to  warrant 
preparation  of  a  Federalism  Assessment  under  Executive  Order 
13132  (Aug.  4,  1999). 

Executive  Order  12866:  This  rule  making  has  been  deter- 
mined to  be  not  significant  for  purposes  of  Executive  Order 
12866  (Sept.  30,  1993). 

Paperwork  Reduction  Act:  This  proposed  rule  involves 
information  collection  requirements  which  are  subject  to 
review  by  the  Office  of  Management  and  Budget  (OMB)  under 
the  Paperwork  Reduction  Act  of  1995  (44  U.S.C.  3501  et  seq.). 
The  collections  of  information  involved  in  this  proposed  rule 
have  been  reviewed  and  previously  approved  by  OMB  under 
the  following  control  numbers  0651-0021,  0651-0031,  0651- 
0032  and  0651-0033.  The  United  States  Patent  and  Trademark 
Office  is  not  resubmitting  an  information  collection  package  to 
OMB  for  its  review  and  approval  because  the  changes  in  this 
proposed  rule  would  not  affect  the  information  collection 
requirements  associated  with  the  information  collection  under 
OMB  control  numbers  0651-0021,  0651-0031,  0651-0032  and 
0651-  0033. 

The  title,  description  and  respondent  description  of  each  of 
the  information  collections  is  shown  below  with  an  estimate  of 
the  annual  reporting  burdens.  Included  in  the  estimate  is  the 
time  for  reviewing  instructions,  gathering  and  maintaining  the 
data  needed,  and  completing  and  reviewing  the  collection  of 
information.  The  principal  impacts  of  the  changes  in  this 
proposed  rule  are  to  (1)  expressly  provide  for  the  electronic 
submission  of  an  information  disclosure  statement;  (2)  provide 
for  a  slight  change  in  the  format  of  an  application  being  filed 
in  order  to  accommodate  for  the  scanning  and  indexing  of 
different  sections  of  the  apphcation  file;  and  (3)  provide  for  a 
change  in  the  manner  of  making  amendments  to  an  application 
consistent  with  the  Office's  efforts  to  estabhsh  a  patent 
electronic  image  management  system. 

OMB  Number:  0651-0021. 

Title:  Patent  Cooperation  Treaty. 

Form  Numbers:  PCT/RO/ 101. ANNEX/ 134/ 144,  PTO-1382, 
PCT/IPEA/401,  PCT/IB/328,  PT0/SB/61/PCT,  PTO/SB/64/ 
PCT 

Type  of  Review:  Approved  through  December  of  2003. 

Affected  Public:  Individuals  or  Households,  Business  or 
Other  For-Profit,  Federal  Agencies  or  Employees,  Not-for- 
Profit  Institutions,  Small  Businesses  or  Organizations,  farms, 
and  State,  Local  or  Tribal  Government. 

Estimated  Number  of  Respondents:  331.407. 

Estimated  Time  Per  Response:  0.25  (15  minutes)  to  4.0  (4 
hours). 

Estimated  Total  Annual  Burden  Hours:  401,202  hours. 

Needs  and  Uses:  The  information  collected  is  required  by 
the  Patent  Cooperation  Treaty  (PCT).  The  general  purpose  of 
the  PCT  is  to  simplify  the  filing  of  patent  appUcations  on  the 
same  invention  in  different  countries.  It  provides  for  a  central- 
ized filing  procedure  and  a  standardized  application  format. 

OMB  Number:  0651-0031. 

Title:  Patent  Processing  (Updating). 

Form  Numbers:  PTO/SB//08A/08B/2 1/22/23/24/25/26/27/ 
30/31/32/35/37/  36/  42/43/61  61/PCT/62/63/64  64/PCT/67/68/ 
91/92/96/97  PTO-2053-A/B  PTO-2054-A/B  PTO-2055-A/B. 

Type  of  Review:  Approved  through  April  of  2003. 

Affected  Public:  Individuals  or  Households,  Business  or 
Other  For-Profit  Institutions,  Not-for-Profit  Institutions  and 
Federal  Government. 

Estimated  Number  of  Respondents:  1,1A1  ,TIQ. 

Estimated  Time  Per  Response:  1  minute  48  seconds  to  4 
hours. 

Estimated  Total  Annual  Burden  Hours:  1,021,822  hours. 
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Needs  and  Uses:  During  the  processing  for  an  application 
for  a  patent,  the  applicant/agent  may  be  required  or  desire  to 
submit  additional  information  to  the  United  States  Patent  and 
Trademark  Office  concerning  the  examination  of  a  specific 
application.  The  specific  information  required  or  which  may  be 
submitted  includes:  Information  Disclosure  Statements;  Sub- 
mission of  priority  documents  and  Amendments. 

0MB  Number.  0651-0032. 

Tide:  Initial  Patent  Application. 

Form  Number:  PTO/SB/01-07/13PCT/16-19/29/101-110. 

Type  of  Review:  Approved  through  April  of  2003. 

Affected  Public:  Individuals  or  Households,  Business  or 
Other  For-Profit  Institutions,  Not-For-Profit  Institutions,  farms. 
Federal  Government,  and  State,  Local,  or  Tribal  Governments. 

Estimated  Number  of  Respondents:  319,350. 

Estimated  Time  Per  Response:  24  minutes  to  10  hours  and 
75  minutes. 

Estimated  Total  Annual  Burden  Hours:  2,984,360  hours. 

Needs  and  Uses:  The  purpose  of  this  information  collection 
is  to  permit  the  Office  to  determine  whether  an  application 
meets  the  criteria  set  forth  in  the  patent  statute  and  regulations. 
The  standard  Fee  Transmittal  form.  New  Utility  Patent  Appli- 
cation Transmittal  form.  New  Design  Patent  Application 
Transmittal  form.  New  Plant  Patent  Application  Transmittal 
form.  Declaration,  Provisional  Application  Coversheet,  and 
Plant  Patent  Application  Declaration  will  assist  applicants  in 
complying  with  the  requirements  of  the  patent  statute  and 
regulations,  and  will  further  assist  the  Office  in  processing  and 
examination  of  the  appUcation. 

0MB  Number:  0651-0033. 

Title:  Post  Allowance  and  Refiling. 

Form  Numbers:  PTO/SB/44/50/51,  51S/52/53/55/56/57/58, 
PTOL-85B. 

Type  of  Review:  Approved  through  January  of  2004. 

Affected  Public:  Individuals  or  Households,  Business  or 
Other  For-Profit  Institutions,  Not-For-Profit  Institutions,  farms. 
State,  Local  and  Tribal  Governments,  and  Federal  Govern- 
ment. 

Estimated  Number  of  Respondents:  205,480. 

Estimated  Time  Per  Response:  0.03  (2  minutes)  to  2.0  (2 
hours). 

Estimated  Total  Annual  Burden  Hours:  63,640  hours. 

Needs  and  Uses:  This  collection  of  information  is  required 
to  administer  the  patent  laws  pursuant  to  Title  35,  U.S.C., 
concerning  the  issuance  of  patents  and  related  actions  includ- 
ing correcting  errors  in  printed  patents,  refiling  of  patent 
applications,  requesting  reexamination  of  a  patent,  and  re- 
questing a  reissue  patent  to  correct  an  error  in  a  patent.  The 
affected  public  includes  any  individual  or  institution  whose 
application  for  a  patent  has  been  allowed  or  who  takes  action 
as  covered  by  the  applicable  rules. 

Comments  are  invited  on:  (1)  Whether  the  collection  of 
information  is  necessary  for  proper  performance  of  the  func- 
tions of  the  agency;  (2)  the  accuracy  of  the  agency's  estimate 
of  the  burden;  (3)  ways  to  enhance  the  quality,  utility,  and 
clarity  of  the  information  to  be  collected;  and  (4)  ways  to 
minimize  the  burden  of  the  collection  of  information  to 
respondents. 

Interested  persons  are  requested  to  send  comments  regard- 
ing these  information  collections,  including  suggestions  for 
reducing  this  burden,  to  Robert  J.  Spar,  Director,  Office  of 
Patent  Legal  Administration,  United  States  Patent  and  Trade- 
mark Office,  Washington,  DC  20231,  or  to  the  Office  of 
Information  and  Regulatory  Affairs,  0MB,  725  17th  Street, 
NW.,  Washington,  DC  20503,  (Attn:  PTO  Desk  Officer). 

Notwithstanding  any  other  provision  of  law,  no  person  is 
required  to  respond  to  nor  shall  a  person  be  subject  to  a  penalty 
for  failure  to  comply  with  a  collection  of  information  subject  to 
the  requirements  of  the  Paperwork  Reduction  Act  unless  that 
collection  of  information  displays  a  currently  valid  0MB 
control  number. 

List  of  Subjects  in  37  CFR  Part  1 

Administrative  practice  and  procedure,  Courts,  Freedom  of 
information.  Inventions  and  patents.  Reporting  and  record 
keeping  requirements.  Small  businesses. 


For  the  reasons  set  forth  in  the  preamble,  37  CFR  part  1  is 
proposed  to  be  amended  as  follows: 

PART  1— RULES  OF  PRACTICE  IN  PATENT  CASES 

1 .  The  authority  citation  for  37  CFR  Part  1  continues  to  read 
as  follows: 

Authority:  35  U.S.C.  2(b)(2). 

2.  Section  1.3  is  revised  to  read  as  follows: 

§  1.3  Business  to  be  conducted  with  decorum  and  courtesy. 

Applicants  and  their  attorneys  or  agents  are  required  to 
conduct  their  business  with  the  United  States  Patent  and 
Trademark  Office  with  decorum  and  courtesy.  Papers  presented 
in  violation  of  this  requirement  will  be  submitted  to  the 
Director  and  will  not  be  entered.  Complaints  against  examiners 
and  other  employees  must  be  made  in  correspondence  separate 
from  other  papers. 

3.  Section  1.9  is  amended  by  adding  paragraph  (R)  to  read 
as  follows: 

§  1.9  Definitions. 

^     ^    if:     ii(i     i(i 

(R)  Paper  as  used  in  this  Chapter  means  a  document  that 
may  exist  in  electronic,  computer  readable  form  or  in  physical 
form,  and  therefore  does  not  necessarily  imply  physical  sheets 
of  paper. 

4.  Section  1.14  is  revised  to  read  as  follows: 

§  1.14  Patent  applications  preserved  in  confidence. 

(a)  Confidentiality  of  patent  application  information.  Patent 
applications  that  have  not  been  published  under  35  U.S.C. 
122(b)  are  generally  preserved  in  confidence  pursuant  to  35 
U.S.C.  122(a).  Information  concerning  the  filing,  pendency,  or 
subject  matter  of  an  application  for  patent,  including  status 
information,  and  access  to  the  application,  will  only  be  given 
to  the  public  as  set  forth  in  §  1.11  or  in  this  section. 

(1)  Records  associated  with  patent  applications  other  than 
international  applications  (see  paragraph  (h)  of  this  section  for 
international  appUcations)  shall  be  available  in  the  following 
situations: 

(i)  Patented  applications  and  Statutory  Invention  Registra- 
tions. The  file  of  an  application  that  has  issued  as  a  patent  or 
published  as  a  statutory  invention  registration  is  available  to 
the  public  as  set  forth  in  §  1.11(a).  A  copy  of  the  patent 
application-as-filed,  the  file  contents  of  the  application,  or  a 
specific  document  in  the  file  of  such  an  application  shall  be 
provided  upon  request  and  payment  of  the  appropriate  fee  set 
forth  in  §  1.19(b). 

(ii)  Published  abandoned  applications.  The  file  of  an  aban- 
doned application  that  has  been  pubhshed  as  a  patent  applica- 
tion publication  is  available  to  the  public  as  set  forth  in  § 
1.11(a).  A  copy  of  the  application-as-filed,  the  file  contents  of 
the  published  apphcation,  or  a  specific  document  in  the  file  of 
the  published  application  shall  be  provided  to  any  person  upon 
request,  and  payment  of  the  appropriate  fee  set  forth  in  § 
1.19(b). 

(iii)  Published  pending  applications.  A  copy  of  the  applica- 
tion-as-filed, the  file  contents  of  the  pubhshed  appUcation,  or  a 
specific  document  in  the  file  of  a  pending  apphcation  that  has 
been  published  as  a  patent  application  publication  shall  be 
provided  to  any  person  upon  request,  and  payment  of  the 
appropriate  fee  set  forth  in  §  1.19(b).  If  a  redacted  copy  of  the 
application  was  used  for  the  patent  application  pubhcation,  the 
copy  of  the  specification,  drawings,  and  papers  may  be  hmited 
to  a  redacted  copy.  The  Office  will  not  provide  access  to  the 
paper  file  of  a  pending  apphcation  that  has  been  published, 
except  as  provided  in  paragraph  (c)  or  (i)  of  this  section. 
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(iv)  Unpublished  abandoned  applications  (including  provi- 
sional applications)  that  are  referenced  in  certain  documents. 
The  file  contents  of  an  abandoned  application  that  is  referenced 
in  a  U.S.  patent,  Statutory  Invention  Registration,  a  U.S.  patent 
application  publication,  or  an  international  patent  application 
pubhcation  of  an  international  application  that  was  published 
in  accordance  with  PCT  Article  21(2)  are  available  to  the 
pubhc.  if  a  written  request  is  submitted.  Also,  the  file  contents 
of  an  abandoned  apphcation  that  is  relied  upon  under  35 
U.S.C.  119(e).  120,  121,  or  365  by  an  apphcation  that  has 
issued  as  a  U.S.  patent,  or  in  an  application  that  has  published 
as  a  Statutory  Invention  Registration.  U.S.  patent  application 
publication,  or  an  international  patent  application  publication 
that  was  published  in  accordance  with  PCT  Article  21(2)  are 
available  to  the  pubhc,  if  a  written  request  is  submitted.  A  copy 
of  the  application-as-filed,  the  file  contents  of  the  application, 
or  a  specific  document  in  the  file  of  the  application  shall  be 
provided  to  any  person  upon  written  request,  and  payment  of 
the  appropriate  fee  (§  1.19(b)). 

(v)  Unpublished  pending  applications  that  are  referenced  in 
certain  documents.  A  copy  of  the  application-as-filed  of  a 
pending  application  that  is  referenced  in  a  U.S.  patent,  Statu- 
tory Invention  Registration,  a  U.S.  patent  application  publica- 
tion, or  an  international  patent  application  publication  that  was 
published  in  accordance  with  PCT  Article  21(2)  shall  be 
provided  to  any  person  upon  written  request,  including  the  fee 
set  forth  in  §  1.19(b)(1).  Also,  a  copy  of  the  application-as-filed 
of  a  pending  application  that  is  relied  upon  under  35  U.S.C. 
119(e),  120.  121,  or  365  by  an  application  that  has  issued  as  a 
U.S.  patent,  or  in  an  application  that  has  published  as  a 
Statutory  Invention  Registration,  a  U.S.  patent  apphcation 
publication,  or  an  international  patent  application  publication 
that  was  pubhshed  in  accordance  with  PCT  Article  21(2)  shall 
be  provided  to  any  person  upon  written  request,  including  the 
fee  set  forth  in  §  1.19(b)(1).  Until  the  apphcation  is  abandoned, 
patented,  or  published  as  a  Statutory  Invention  Registration  or 
a  U.S.  patent  application  publication,  a  granted  petition  for 
access  (see  paragraph  (i)  of  this  section),  or  a  power  to  inspect 
(see  paragraph  (c)  of  this  section)  is  necessary  to  obtain  the  file 
of  the  application. 

(vi)  Applications  that  were  not  published  or  patented,  and 
are  not  referenced  in  a  U.S.  patent,  a  Statutory  Invention 
Registration,  a  U.S.  patent  application  publication,  or  an 
international  patent  application  publication  that  was  pub- 
lished in  accordance  with  PCT  Article  21(2),  or  relied  upon 
under  35  U.S.C.  119(e),  120,  121,  or  365  in  an  application  that 
has  issued  as  a  U.S.  patent,  or  been  published  as  a  Statutory 
Invention  Registration,  a  U.S.  patent  application  publication, 
or  an  international  patent  application  publication  that  was 
published  in  accordance  with  PCT  Article  21(2).  Applications 
that  were  not  published  or  patented,  and  are  not  referenced  in 
a  U.S.  patent,  a  Statutory  Invention  Registration,  a  U.S.  patent 
application  publication,  or  an  international  patent  application 
publication  that  was  published  in  accordance  with  PCT  Article 
21(2)  are  not  available  to  the  public,  unless  the  application  that 
issued  as  the  U.S.  patent  or  was  published  as  the  Statutory 
Invention  Registration,  U.S.  patent  application  publication,  or 
an  international  patent  application  publication  that  was  pub- 
lished in  accordance  with  PCT  Article  21(2)  claims  the  benefit 
of  the  application  under  35  U.S.C.  119(e),  120,  121,  or  365.  A 
granted  petition  for  access  (see  paragraph  (i)  of  this  section),  or 
a  power  to  inspect  (see  paragraph  (c)  of  this  section)  is 
necessary  to  obtain  the  application,  or  a  copy  of  the  applica- 
tion. 

(2)  Information  concerning  a  patent  application  may  be 
communicated  to  the  public  if  the  patent  application  is  identi- 
fied in  paragraphs  (a)(l)(i)  through  (a)(l)(v)  of  this  section. 
The  information  that  may  be  communicated  to  the  public  (i.e., 
status  information)  includes; 

(i)  Whether  the  application  is  pending,  abandoned,  or 
patented; 

(ii)  Whether  the  application  has  been  published  under  35 
U.S.C.  122(b); 

(iii)  The  application  "numerical  identifier"  which  may  be: 

(A)  The  eight-digit  application  number  (the  two-digit  series 
code  plus  the  six-digit  serial  number);  or 


(B)  The  six-digit  serial  number  plus  any  one  of  the  filing 
date  of  the  national  application,  the  international  filing  date,  or 
date  of  entry  into  the  national  stage;  and 

(iv)  Whether  an  application  claims  the  benefit  of  the 
application  (i.e.,  whether  there  are  any  applications  that  claim 
the  benefit  of  the  fihng  date  under  35  U.S.C.  119(e),  120,  121 
or  365  of  the  application),  and  if  there  are  any  such  applica- 
tions, the  numerical  identifier  of  the  application,  the  specified 
relationship  between  the  applications  (e.g.,  continuation), 
whether  the  application  is  pending,  abandoned  or  patented,  and 
whether  the  application  has  been  pubhshed  under  35  U.S.C. 
122(b). 

(b)  Electronic  access  to  an  application.  Where  a  copy  of  the 
application  papers  or  access  to  the  application  is  available 
pursuant  to  paragraphs  (a)(l)(i)  through  (a)(l)(v)  of  this 
section,  the  Office  may  at  its  discretion  provide  access  only  to 
an  electronic  copy  of  the  specification,  drawings,  and  file 
contents  of  the  application. 

(c)  Power  to  inspect  a  pending  or  abandoned  application. 
Access  to  an  application  shall  be  provided  to  any  person  if  the 
application  file  is  available,  and  the  application  contains 
written  authority  (e.g.,  a  power  to  inspect)  granting  access  to 
such  person.  The  written  authority  must  be  signed  by: 

(1)  An  applicant; 

(2)  An  attorney  or  agent  of  record; 

(3)  An  authorized  official  of  an  assignee  of  record  (made  of 
record  pursuant  to  §  3.71  of  this  chapter);  or 

(4)  A  registered  attorney  or  agent  named  in  the  papers 
accompanying  the  application  papers  filed  under  §  1.53  or  the 
national  stage  documents  filed  under  §  1.495,  if  an  executed 
oath  or  declaration  pursuant  to  §  1.63  or  §  1.497  has  not  been 
filed. 

(d)  Applications  reported  to  Department  of  Energy.  Appli- 
cations for  patents  which  appear  to  disclose,  purport  to  disclose 
or  do  disclose  inventions  or  discoveries  relating  to  atomic 
energy  are  reported  to  the  Department  of  Energy,  which 
Department  will  be  given  access  to  the  applications.  Such 
reporting  does  not  constitute  a  determination  that  the  subject 
matter  of  each  application  so  reported  is  in  fact  useful  or  is  an 
invention  or  discovery,  or  that  such  application  in  fact  dis- 
closes subject  matter  in  categories  specified  by  42  U.S.C. 
2181(c)  and  (d). 

(e)  Unpublished  applications  provided  to  other  Intellectual 
Property  Offices.  Before  a  patent  application  is  published  or 
otherwise  becomes  available  to  the  public  pursuant  to  para- 
graphs (a)(l)(i)  through  (a)(l)(iv)  of  this  section,  the  (3fiice 
may,  pursuant  to  an  agreement  between  the  Office  and  another 
Intellectual  Property  (IP)  Office,  provide  the  other  IP  Office 
with  access  to  the  electronic  record  of  the  application  without 
charge  to  applicant,  if  applicant  consents.  After  an  application 
has  been  published,  such  consent  is  not  required. 

(f)  Decisions  by  the  Director  or  the  Board  of  Patent  Appeals 
and  Interferences. 

(1)  Any  action  of  the  Board  of  Patent  Appeals  and  Interfer- 
ences, or  any  decision  on  petition,  may  be  published  or  made 
available  for  public  inspection  without  applicant's  or  patent 
owner's  permission  if  rendered  in  a  file  open  to  the  public 
pursuant  to  §  1.11  or  available  pursuant  to  §  1.14(e)(2),  in  an 
application  that  has  been  published  in  accordance  with  §§ 
1.211  through  1 .22 1 ,  or  in  an  application  claiming  benefit  of  an 
earlier  filing  date  under  35  U.S.C.  119(a)-(d),  120,  121  or  365 
of  an  application  that  has  been  published  or  patented. 

(2)  Any  action  of  the  Board  of  Patent  Appeals  and  Interfer- 
ences, or  any  decision  on  petition  not  publishable  under 
paragraph  (00)  of  this  section,  may  be  publi.shed  or  made 
available  for  public  inspection  if  the  Director  believes  the 
action  or  decision  involves  an  interpretation  of  patent  laws  or 
regulations  that  would  be  of  important  precedential  value;  and 
the  applicant,  or  any  party  involved  in  the  interference,  does 
not  within  two  months  after  being  notified  of  the  intention  to 
make  the  action  or  decision  public,  object  in  writing  on  the 
ground  that  the  decision  discloses  a  trade  secret  or  other 
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confidential  information  and  states  that  such  information  is  not 
otherwise  publicly  available.  If  an  action  or  decision  discloses 
such  information,  the  applicant  or  party  shall  identify  the 
deletions  in  the  text  of  the  action  or  decision  considered 
necessary  to  protect  the  information.  If  the  applicant  or  the 
party  considers  that  the  entire  action  or  decision  must  be 
withheld  from  the  public  to  protect  such  information,  the 
applicant  or  party  must  explain  why.  Applicants  or  parties  will 
be  given  time,  not  less  than  twenty  days,  to  request  reconsid- 
eration and  seek  court  review  before  any  portions  of  actions  or 
decisions  are  made  public  over  their  objection.  See  §  2.27  for 
trademark  applications. 

(g)  Publication  pursuant  to  §  1.47.  Information  as  to  the 
filing  of  an  application  will  be  published  in  the  Ofl&cial  Gazette 
in  accordance  with  §  1.47(c). 

(h)  International  applications.  (1)  Copies  of  international 
application  files  for  international  applications  which  designate 
the  U.S.  and  which  have  been  published  in  accordance  with 
PCT  Article  21(2),  or  copies  of  a  document  in  such  application 
files,  will  be  furnished  in  accordance  with  PCT  Articles  30  and 
38  and  PCT  Rules  94.2  and  94.3,  upon  written  request 
including  a  showing  that  the  publication  of  the  application  has 
occurred  and  that  the  U.S.  was  designated,  and  upon  payment 
of  the  appropriate  fee  (see  §  1.19(b)),  if: 

(i)  With  respect  to  the  Home  Copy  (the  copy  of  the 
international  application  kept  by  the  Office  in  its  capacity  as 
the  Receiving  Office,  see  PCT  Article  12(1)),  the  international 
application  was  filed  with  the  U.S.  Receiving  Office; 

(ii)  With  respect  to  the  Search  Copy  (the  copy  of  the 
international  application  kept  by  the  Office  in  its  capacity  as 
the  International  Preliminary  Searching  Authority,  see  PCT 
Article  12(1)),  the  U.S.  acted  as  the  International  Searching 
Authority;  or 

(iii)  With  respect  to  the  Examination  Copy  (the  copy  of  an 
international  appfication  kept  by  the  Office  in  its  capacity  as 
the  International  Preliminary  Examining  Authority),  the  United 
States  acted  as  the  International  Preliminary  Examining  Au- 
thority, an  International  Preliminary  Examination  Report  has 
issued,  and  the  United  States  was  elected. 

(2)  A  copy  of  an  English  language  translation  of  a  publica- 
tion of  an  international  patent  application  which  has  been  filed 
in  the  United  States  Patent  and  Trademark  Office  pursuant  to 
35  U.S.C.  154(2)(d)(4)  will  be  furnished  upon  written  request 
including  a  showing  that  the  publication  of  the  application  in 
accordance  with  PCT  Article  21(2)  has  occurred  and  that  the 
U.S.  was  designated,  and  upon  payment  of  the  appropriate  fee 
(§  1.19(b)(4)). 

(3)  Access  to  international  application  files  for  international 
applications  which  designate  the  U.S.  and  which  have  been 
pubUshed  in  accordance  with  PCT  Article  21(2),  or  copies  of  a 
document  in  such  application  files,  will  be  furnished  in 
accordance  with  PCT  Articles  30  and  38  and  PCT  Rules  94.2 
and  94.3,  upon  written  request  including  a  showing  that  the 
pubUcation  of  the  appfication  has  occurred  and  that  the  U.S. 
was  designated. 

(4)  In  accordance  with  PCT  Article  30,  copies  of  an 
international  application-as-filed  under  paragraph  (a)  of  this 
section  will  not  be  provided  prior  to  the  international  publica- 
tion of  the  application  pursuant  to  PCT  Article  21(2). 

(5)  Access  to  international  appfication  files  under  paragraphs 
(a)(l)(i)-(iv)  and  (h)(3)  of  this  section  will  not  be  permitted 
with  respect  to  the  Examination  Copy  in  accordance  with  PCT 
Article  38. 

(i)  Access  or  copies  in  other  circumstances.  The  Office, 
either  sua  sponte  or  on  petition,  may  also  provide  access  or 
copies  of  all  or  part  of  an  application  if  necessary  to  carry  out 
an  Act  of  Congress  or  if  warranted  by  other  special  circum- 
stances. Any  petition  by  a  member  of  the  public  seeking  access 
to,  or  copies  of,  all  or  part  of  any  pending  or  abandoned 
application  preserved  in  confidence  pursuant  to  paragraph  (a) 
of  this  section,  or  any  related  papers,  must  include: 

(1)  The  fee  set  forth  in  §  1.17(h);  and 


(2)  A  showing  that  access  to  the  application  is  necessary  to 
carry  out  an  Act  of  Congress  or  that  special  circumstances  exist 
which  warrant  petitioner  being  granted  access  to  all  or  part  of 
the  appfication. 

5.  Section  1.17  is  amended  by  revising  paragraph  (h)  to  read 
as  follows: 

§  1.17  Patent  application  and  reexamination  processing 
fees. 


(h)  For  fifing  a  petition  under  one  of  the  following  sections 
which  refers  to  this  paragraph — $130.00 

§  1.12 — for  access  to  an  assignment  record 

§  1.14 — for  access  to  an  application 

§  1 .47 — for  filing  by  other  than  all  the  inventors  or  a  person 
not  the  inventor 

§  1.53(e) — to  accord  a  filing  date 

§  1.59 — for  expungement  of  information 

§  1.84 — for  accepting  color  drawings  or  photographs 

§  1.91 — for  entry  of  a  model  or  exhibit 

§  1.102 — to  make  an  application  special 

§  1.103(a) — to  suspend  action  in  an  application 

§  1.138(c) — to  expressly  abandon  an  application  to  avoid 
publication 

§  1.182 — for  decision  on  a  question  not  specifically  pro- 
vided for 

§  1.183 — to  suspend  the  rules 

§  1.295 — for  review  of  refusal  to  publish  a  statutory 
invention  registration 

§  1.313 — to  withdraw  an  appfication  from  issue 

§  1.314 — to  defer  issuance  of  a  patent 

§  1.377 — for  review  of  decision  refusing  to  accept  and 
record  payment  of  a  maintenance  fee  filed  prior  to  expiration 
of  a  patent 

§  1.378(e) — for  reconsideration  of  decision  on  petition 
refusing  to  accept  delayed  payment  of  maintenance  fee  in  an 
expired  patent 

§  1.644(e) — for  petition  in  an  interference 

§  1.644(f) — for  request  for  reconsideration  of  a  decision  on 
petition  in  an  interference 

§  1.666(b) — for  access  to  an  interference  settlement  agree- 
ment 

§  1.666(c) — for  late  fifing  of  interference  settlement  agree- 
ment 

§  1.741(b) — to  accord  a  filing  date  to  an  application  under  § 
1.740  for  extension  of  a  patent  term 

§  5.12 — for  expedited  handfing  of  a  foreign  fifing  license 

§  5.15 — for  changing  the  scope  of  a  license 

§  5.25 — for  retroactive  ficense 

6.  Section  1.19  is  amended  by  revising  paragraph  (b)(1)  to 
read  as  follows: 

§  1.19  Document  supply  fees. 


(b) 


*  *  * 


(1)  Certified  or  uncertified  copy  of  the  paper  portion  of 
patent  application  as  filed,  except  for  a  certified  copy  provided 
pursuant  to  an  agreement  between  the  Office  and  another 
InteUectual  Property  (IP)  Office  when  the  certified  copy  is 
provided  to  the  other  IP  Office  in  electronic  form  and  when 
written  authorization  under  35  U.S.C.  122(a)  to  permit  access 
to  file  information  by  the  other  IP  Office  receiving  the  priority 
document  is  given  by  applicant  for  which  there  is  no  fee: 

(i)  Regular  service — $15.00 

(ii)  Expedited  regular  service — $30.00 

7.  Section  1.52  is  amended  by  revising  paragraphs  (a)  and 
(b)  to  read  as  foUows: 
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§  1.52  Language,  paper,  writing,  margins,  compact  disc 
specifications. 

(a)  Papers  that  are  to  become  a  part  of  the  permanent  United 
States  Patent  and  Trademark  Office  records  in  the  file  of  a 
patent  application  or  a  reexamination  proceeding. 

(1)  All  papers,  other  than  drawings,  that  are  submitted  on 
paper  or  by  facsimile  transmission,  and  are  to  become  a  part  of 
the  permanent  United  States  Patent  and  Trademark  Office 
records  in  the  file  of  a  patent  application  or  reexamination 
proceeding,  must  be  on  sheets  of  paper  that  are  the  same  size, 
not  permanently  bound  together,  and: 

(i)  Flexible,  strong,  smooth,  non-shiny,  durable,  and  white; 

(ii)  Either  21.0  cm  by  29.7  cm  (DIN  size  A4)  or  21.6  cm  by 
27.9  cm  (81/2  by  11  inches),  with  each  sheet  including  a  top 
margin  of  at  least  2.0  cm  (3/4  inch),  a  left  side  margin  of  at 
least  2.5  cm  (1  inch),  a  right  side  margin  of  at  least  2.0  cm  (3/4 
inch),  and  a  bottom  margin  of  at  least  2.0  cm  (3/4  inch); 

(iii)  Written  on  only  one  side  in  portrait  orientation: 

(iv)  Plainly  and  legibly  written  either  by  a  typewriter  or 
machine  printer  in  permanent  dark  ink  or  its  equivalent;  and 

(v)  Presented  in  a  form  having  sufficient  clarity  and  contrast 
between  the  paper  and  the  writing  thereon  to  permit  the  direct 
reproduction  of  readily  legible  copies  in  any  number  by  use  of 
photographic,  electrostatic,  photo-offset,  and  microfilming  pro- 
cesses and  electronic  capture  by  use  of  digital  imaging  and 
optical  character  recognition. 

(2)  All  papers  that  are  submitted  on  paper  or  by  facsimile 
transmission  and  are  to  become  a  part  of  the  permanent  records 
of  the  United  States  Patent  and  Trademark  Office  should  have 
no  holes  in  the  sheets  as  submitted. 

(3)  The  provisions  of  this  paragraph  and  paragraph  (b)  of 
this  section  do  not  apply  to  the  pre-printed  information  on 
paper  forms  provided  by  the  Office,  or  to  the  copy  of  the  patent 
submitted  on  paper  in  double  column  format  as  the  specifica- 
tion in  a  reissue  application  or  request  for  reexamination. 

(4)  See  §  1.58  for  chemical  and  mathematical  formulae  and 
tables,  and  §  1.84  for  drawings. 

(5)  If  papers  that  are  submitted  on  paper  or  by  facsimile 
transmission  do  not  comply  with  paragraph  (a)(1)  of  this 
section  and  are  submitted  as  part  of  the  permanent  record, 
other  than  the  drawings,  applicant,  or  the  patent  owner,  or  the 
requester  in  a  reexamination  proceeding,  will  be  notified  and 
given  a  period  of  time  within  which  to  provide  substitute 
papers  that  comply  with  paragraph  (a)(1)  of  this  section  in 
order  to  avoid  abandonment  of  the  application  in  the  case  of  an 
applicant  for  patent,  termination  of  proceedings  in  the  case  of 
a  patent  owner  in  a  reexamination  proceeding,  or  refusal  of 
consideration  of  the  papers  in  the  case  of  a  third  party  requester 
in  a  reexamination  proceeding. 

(6)  Papers  that  are  submitted  electronically  to  the  Office 
must  be  formatted  and  transmitted  in  compliance  with  the 
Office's  electronic  filing  system  requirements. 

(7)  If  the  papers  that  are  submitted  electronically  to  the 
Office  do  not  comply  with  paragraph  (a)(6)  of  this  section,  the 
applicant,  or  the  patent  owner,  or  the  requester  in  a  reexami- 
nation proceeding,  will  be  notified  and  given  a  period  of  time 
within  which  to  provide  substitute  papers  that  comply  with 
paragraph  (a)(6)  of  this  section  in  order  to  avoid  abandonment 
of  the  application  in  the  case  of  an  applicant  for  patent, 
termination  of  proceedings  in  the  case  of  a  patent  owner  in  a 
reexamination  proceeding,  or  refusal  of  consideration  of  the 
papers  in  the  case  of  a  third  party  requester  in  a  reexamination 
proceeding. 

(b)  The  application  (specification,  including  the  claims, 
drawings,  and  oath  or  declaration)  or  reexamination  proceed- 
ing and  any  amendments  or  corrections  to  the  application  or 
reexamination  proceeding. 


(1)  The  application  or  proceeding  and  any  amendments  or 
corrections  to  the  application  (including  any  translation  sub- 
mitted pursuant  to  paragraph  (d)  of  this  section)  or  proceeding, 
except  as  provided  for  in  §  1.69  and  paragraph  (d)  of  this 
section,  must: 

(i)  Comply  with  the  requirements  of  paragraph  (a)  of  this 
section;  and 

(ii)  Be  in  the  English  language  or  be  accompanied  by  a 
translation  of  the  application  and  a  translation  of  any  correc- 
tions or  amendments  into  the  English  language  together  with  a 
statement  that  the  translation  is  accurate. 

(2)  The  specification  (including  the  abstract  and  claims)  for 
other  than  reissue  applications  and  reexamination  proceedings, 
and  any  amendments  for  applications  (including  reissue  appli- 
cations) and  reexamination  proceedings  to  the  specification, 
except  as  provided  for  in  §§  1.821  through  1.825,  must  have: 

(i)  Lines  that  are  1  1/2  or  double  spaced; 

(ii)  Text  written  in  a  nonscript  type  font  (e.g.,  Arial,  Times 
Roman,  or  Courier)  lettering  style  having  capital  letters  which 
are  at  least  0.21  cm  (0.08  inch)  high;  and 

(iii)  Only  a  single  column  of  text. 

(3)  The  claim  or  claims  must  commence  on  a  separate 
physical  sheet  or  electronic  page  (§  1.75(h)). 

(4)  The  abstract  must  commence  on  a  separate  physical 
sheet  or  electronic  page  or  be  submitted  as  the  first  page  of  the 
patent  in  a  reissue  application  or  reexamination  proceeding  (§ 
1.72(b)). 

(5)  Other  than  in  a  reissue  application  or  reexamination 
proceeding,  the  pages  of  the  specification  including  claims  and 
abstract  must  be  numbered  consecutively,  starting  with  1,  the 
numbers  being  centrally  located  above  or  preferably,  below, 
the  text. 

(6)  Other  than  in  a  reissue  application  or  reexamination 
proceeding,  the  paragraphs  of  the  specification,  other  than  in 
the  claims  or  abstract,  may  be  numbered  at  the  time  the 
application  is  filed,  and  should  be  individually  and  consecu- 
tively numbered  using  Arabic  numerals,  so  as  to  unambigu- 
ously identify  each  paragraph.  The  number  should  consist  of  at 
least  four  numerals  enclosed  in  square  brackets,  including 
leading  zeros  (e.g.,  [0001]).  The  numbers  and  enclosing 
brackets  should  appear  to  the  right  of  the  left  margin  as  the  first 
item  in  each  paragraph,  before  the  first  word  of  the  paragraph, 
and  should  be  highlighted  in  bold.  A  gap,  equivalent  to 
approximately  four  spaces,  should  follow  the  number.  Nontext 
elements  (e.g.,  tables,  mathematical  or  chemical  formulae, 
chemical  structures,  and  sequence  data)  are  considered  part  of 
the  numbered  paragraph  around  or  above  the  elements,  and 
should  not  be  independently  numbered.  If  a  nontext  element 
extends  to  the  left  margin,  it  should  not  be  numbered  as  a 
separate  and  independent  paragraph.  A  list  is  also  treated  as 
part  of  the  paragraph  around  or  above  the  list,  and  should  not 
be  independently  numbered.  Paragraph  or  section  headers 
(titles),  whether  abutting  the  left  margin  or  centered  on  the 
page,  are  not  considered  paragraphs  and  should  not  be  num- 
bered. 

(7)  If  papers  that  do  not  comply  with  paragraphs  (b)(1) 
through  (b)(5)  of  this  section  are  submitted  as  part  of  the 
application,  the  applicant,  or  patent  owner,  or  requester  in  a 
reexamination  proceeding,  the  applicant,  patent  owner  or 
requester  in  a  reexamination  proceeding  will  be  notified  and 
given  a  period  of  time  within  which  to  provide  substitute 
papers  that  comply  with  paragraphs  (b)(1)  through  (b)(5)  of 
this  section  in  order  to  avoid  abandonment  of  the  application  in 
the  case  of  an  applicant  for  patent,  termination  of  proceedings 
in  the  case  of  a  patent  owner  in  a  reexamination  proceeding,  or 
refusal  of  consideration  of  the  papers  in  the  case  of  a  third 
party  requester  in  a  reexamination  proceeding. 

8.  Section  1.59  is  revised  to  read  as  follows: 
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§  1.59  Expungement  of  information  or  copy  of  papers  in 
application  file. 

(a)(1)  Information  in  an  application  will  not  be  expunged, 
except  as  provided  in  paragraph  (b)  of  this  section. 

(2)  Information  forming  part  of  the  original  disclosure  (i.e., 
written  specification  including  the  claims,  drawings,  and  any 
preliminary  amendment  specifically  incorporated  into  an  ex- 
ecuted oath  or  declaration  under  §§  1.63  and  1.175)  will  not  be 
expunged  from  the  application  file. 

(b)  An  applicant  may  request  that  the  Office  expunge 
information,  other  than  what  is  excluded  by  paragraph  (a)(2)  of 
this  section,  by  fifing  a  petition  under  this  paragraph.  Any 
petition  to  expunge  information  from  an  application  must 
include  the  fee  set  forth  in  §  1.17(h)  and  establish  to  the 
satisfaction  of  the  Director  that  the  expungement  of  the 
information  is  appropriate. 

(c)  Upon  request  by  an  appUcant  and  payment  of  the  fee 
specified  in  §  1.19(b),  the  Office  will  furnish  copies  of  an 
application,  unless  the  apphcation  has  been  disposed  of  (see  §§ 
1.53(e),  (f)  and  (g)).  The  Office  cannot  provide  or  certify 
copies  of  an  appUcation  that  has  been  disposed  of. 

9.  Section  1.71  is  amended  by  adding  paragraph  (f)  to  read 
as  follows: 

§  1.71  Detailed  description  and  specification  of  the  inven- 
tion. 

(f)  The  specification  must  commence  on  a  separate  sheet  and 
each  sheet  including  part  of  the  specification  may  not  include 
other  parts  of  the  appUcation. 

10.  Section  1.72  is  amended  by  revising  paragraph  (b)  to 
read  as  follows: 

§  1.72  Title  and  abstract. 

(b)  A  brief  abstract  of  the  technical  disclosure  in  the 
specification  must  commence  on  a  separate  sheet,  preferably 
following  the  claims,  under  the  heading  "Abstract"  or  "Ab- 
stract of  the  Disclosure."  The  sheet  or  sheets  presenting  the 
abstract  may  not  include  other  parts  of  the  application.  The 
abstract  in  an  application  filed  under  35  U.S.C.  Ill  may  not 
exceed  150  words  in  length.  The  purpose  of  the  abstract  is  to 
enable  the  United  States  Patent  and  Trademark  Office  and  the 
pubhc  generally  to  determine  quickly  from  a  cursory  inspec- 
tion the  nature  and  gist  of  the  technical  disclosure. 

11.  Section  1.75  is  amended  by  revising  paragraph  (h)  to 
read  as  follows: 

§  1.75  Claim(s). 

(h)  The  claim  or  claims  must  commence  on  a  separate  sheet 
and  any  sheet  including  a  claim  or  portion  of  a  claim  may  not 
contain  any  other  parts  of  the  application. 

12.  Section  1.97  is  amended  by  revising  paragraphs  (b)(3), 
(b)(4)  and  (c)  to  read  as  follows: 

§  1.97  Filing  of  information  disclosure  statement. 

/jj\  *  *  * 

(3)  Before  the  day  of  the  mailing  of  a  first  Office  action  on 
the  merits;  or 


(4)  Before  the  day  of  the  mailing  of  a  first  Office  action  after 
the  fifing  of  a  request  for  continued  examination  under  §  1.114. 

(c)  An  information  disclosure  statement  shall  be  considered 
by  the  Office  if  filed  after  the  period  specified  in  paragraph  (b) 
of  this  section,  provided  that  the  information  disclosure  state- 
ment is  filed  before  the  day  of  the  maifing  date  of  any  of  a  final 
action  under  §  1.113,  a  notice  of  allowance  under  §  1.311,  or 
an  action  that  otherwise  closes  prosecution  in  the  application, 
and  it  is  accompanied  by  either: 


(1)  The  statement  specified  in  paragraph  (e)  of  this  section; 


or 


(2)  The  fee  set  forth  in  §  1.1 7(p). 

13.  Section  1.98  is  amended  by  adding  paragraph  (e)  to  read 
as  follows: 

§  1.98  Content  of  information  disclosure  statement. 

(e)  The  requirement  in  paragraph  (a)(2)(i)  of  this  section  for 
a  copy  of  all  listed  U.S.  patents  and  U.S.  patent  application 
publications  does  not  apply  to  any  information  disclosure 
statement  submitted  in  compfiance  with  the  Office's  electronic 
filing  system. 

14.  Section  1 .99  is  amended  by  revising  paragraphs  (d)  and 
(e)  to  read  as  follows: 

§  1.99  Third-party  submission  in  published  application. 


(d)  A  submission  under  this  section  shall  not  include  any 
explanation  of  the  patents  or  publications,  or  any  other 
information.  The  Office  will  not  enter  such  explanation  or 
information  if  included  in  a  submission  under  this  section.  A 
submission  under  this  section  is  also  limited  to  ten  total  patents 
or  pubUcations. 

(e)  A  submission  under  this  section  must  be  filed  within  two 
months  from  the  date  of  pubfication  of  the  apphcation  (§ 
1.215(a))  or  prior  to  the  maihng  of  a  notice  of  allowance  (§ 
1.311),  whichever  is  earUer.  Any  submission  under  this  section 
not  filed  within  this  period  is  permitted  only  when  the  patents 
or  publications  could  not  have  been  submitted  to  the  Office 
earlier,  and  must  also  be  accompanied  by  the  processing  fee  set 
forth  in  §  1.17(i).  A  submission  by  a  member  of  the  public  to 
a  pending  pubhshed  application  that  does  not  comply  with  the 
requirements  of  this  section  will  not  be  entered. 

15.  Section  1.121  is  revised  to  read  as  follows: 
§  1.121  Manner  of  making  amendments  in  applications. 

(a)  Amendments  in  applications,  other  than  reissue  applica- 
tions. Amendments  in  appfications,  other  than  reissue  appfica- 
tions,  are  made  by  fifing  a  paper,  in  compfiance  with  §  1.52, 
directing  that  specified  amendments  be  made. 

(b)  Specification.  Amendments  to  the  specification  other 
than  the  claims  and  computer  listings  (§  1.96)  and  sequence 
fistings  (§  1.825)  must  be  made  by  replacement  paragraph, 
replacement  section  or  substitute  specification  in  the  manner 
specified  in  this  section. 

(1)  Amendment  by  instruction  to  delete,  replace,  or  add  a 
paragraph.  Amendments  to  the  specification  may  be  made  by 
submitting: 

(i)  An  instruction,  which  unambiguously  identifies  the 
location,  to  delete  one  or  more  paragraphs  of  the  specification, 
replace  a  deleted  paragraph  with  one  or  more  replacement 
paragraphs,  or  add  one  or  more  paragraphs;  and 
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(ii)  Any  replacement  or  added  paragraph(s)  marked-up  to 
show  all  the  changes  relative  to  the  previous  version  of  the 
paragraph(s).  The  changes  must  be  shown  by  strike-through 
(for  deleted  matter)  or  underlining  (for  added  matter). 

(2)  Amendment  by  replacement  section.  If  the  sections  of  the 
specification  contain  section  headings  as  provided  in  §  1.77(b), 
§  1.154(b).  or  §  1.163(c).  amendments  to  the  specification, 
other  than  the  claims,  may  be  made  by  submitting: 

(i)  A  reference  to  the  section  heading  along  with  an 
instruction  to  delete  that  section  of  the  specification  and  to 
replace  such  deleted  section  with  a  replacement  section;  and 

(ii)  A  replacement  section  marked-up  to  show  all  changes 
relative  to  the  previous  version  of  the  section.  TTie  changes 
must  be  shown  by  strike-through  (for  deleted  matter)  or 
underlining  (for  added  matter). 

(3)  Amendment  by  substitute  specification.  The  specifica- 
tion, other  than  the  claims,  may  also  be  amended  by  submit- 
ting: 

(i)  An  instruction  to  replace  the  specification;  and 

(ii)  A  substitute  specification  in  compfiance  with  §  1.125(c). 

(4)  Reinstatement:  Deleted  matter  may  be  reinstated  only  by 
a  subsequent  amendment  presenting  the  previously  deleted 
matter. 

(5)  Presentation:  Instructions  for  entry  of  replacement  para- 
graphs or  sections  must  be  provided  with  an  unambiguous  and 
precise  location.  Deletion  of  a  paragraph  or  section  is  permit- 
ted by  instruction  only;  no  text  to  be  canceled  should  be 
presented.  Once  a  paragraph,  section,  or  specification  is 
amended  in  a  first  amendment  document,  the  paragraph, 
section  or  specification  shall  not  be  re-presented  in  successive 
amendment  documents  unless  it  is  amended  again  or  a  substi- 
tute specification  is  provided. 

(c)  Claims.  Amendments  to  a  claim  must  be  made  by 
rewriting  the  entire  claim  with  all  changes  (e.g.,  additions, 
deletions,  modifications)  as  indicated  in  this  section.  Each 
amendment  document  that  includes  a  change  to  an  existing 
claim,  or  submission  of  a  new  claim,  must  include  a  complete 
listing  of  all  claims  in  the  application.  The  fisting  will  serve  to 
replace  all  prior  versions  of  the  text  of  the  claims  (except  for 
withdrawn  claims)  in  the  application.  The  text  of  all  pending 
claims  (except  for  withdrawn  claims)  must  be  submitted  in  a 
single  amendment  document  each  time  any  claim  is  amended. 
The  status  of  each  of  the  claims  in  the  application,  including 
any  previously  canceled  or  withdrawn  claims,  must  be  indi- 
cated in  each  amendment  document.  Status  is  indicated  by  a 
parenthetical  expression  following  the  claim  number  and 
should  be  indicated  by  use  of  one  of  the  following  identifiers: 
(Original),  (Currently  amended),  (Previously  amended),  (Can- 
celed). (Withdrawn),  (Previously  added),  (New),  (Reinstated — 
formerly  claim  #_),  (Previously  reinstated),  (Re-presented — 
formerly  dependent  claim  #_),  or  (Previously  re-presented). 
Only  claims  of  status  "currently  amended"  shall  include 
markings. 

(1)  Currently  amended  claims:  All  claims  being  currently 
amended  in  an  amendment  paper  shall  be  submitted  with 
markings  to  indicate  the  changes  that  have  been  made  relative 
to  the  immediate  prior  version  of  the  claims.  The  changes  in 
any  amended  claim  shall  be  shown  by  strike-through  (for 
deleted  matter)  or  underlining  (for  added  matter).  Only  claims 
of  status  "currently  amended"  shall  include  markings. 

(2)  Original,  previously  amended,  or  previously  added 
claims:  The  text  of  pending  claims  not  being  currently 
amended  shall  be  presented  in  each  amendment  document  in 
clean  version,  i.e..  without  any  markings  in  the  presentation  of 
clean  text.  The  presentation  of  clean  text  in  any  claim  will 
constitute  an  assertion  that  it  has  not  been  changed  relative  to 
the  immediate  prior  version.  The  text  of  canceled  and  with- 
drawn claims  shall  not  be  presented,  but  must  be  indicated  by 
only  claim  number  and  status. 

(3)  Cancelled  and  new  (added)  claims:  A  claim  is  canceled 
by  providing  an  instruction  to  cancel  the  claim  by  claim 
number.  No  markup  shall  be  presented.  Listing  a  claim  as 


canceled  will  constitute  an  instruction  to  cancel  the  claim.  Any 
claims  added  by  amendment  must  be  indicated  as  (new),  and 
shall  not  be  underlined. 

(4)  When  one  or  more  claims  are  amended  or  added  in  an 
amendment  document,  all  of  the  claims  shall  be  presented  in  a 
listing  in  ascending  numerical  order.  Consecutive  canceled  or 
withdrawn  claims  may  be  aggregated  into  one  statement  {e.g.. 
Claims  1-5  (canceled)).  The  text  of  the  claims  shall  commence 
on  a  separate  sheet  of  the  amendment  document  and  the 
sheet(s)  that  contain  the  text  of  any  part  of  the  claims  shall  not 
contain  any  other  part  of  the  amendment. 

(5)  A  claim  canceled  by  amendment  (deleted  in  its  entirety) 
may  be  reinstated  only  by  a  subsequent  amendment  presenting 
the  claim  as  a  new  claim  with  a  new  claim  number. 

(d)  Drawings.  Application  drawings  are  amended  in  the 
following  manner:  Any  changes  to  the  application  drawings 
must  be  in  compliance  with  §  1.84  and  must  be  submitted  as 
replacement  sheets  as  an  attachment  to  the  amendment  docu- 
ment. Any  replacement  sheets  shall  include  all  of  the  figures 
appearing  on  the  immediate  prior  version  of  the  sheet,  even  if 
only  one  figure  is  amended.  Applicant  shall  explain  in  detail 
the  changes  made  beginning  on  a  separate  sheet  in  the  drawing 
amendments  or  remarks  section  of  the  amendment  paper. 

(1)  The  applicant  may  include  a  marked-up  copy  of  one  or 
more  of  the  figures  being  amended  indicating  the  changes 
being  made. 

(2)  The  applicant  shall  include  a  marked-up  copy  of  any 
figure  that  has  been  amended  indicating  the  changes  being 
made  when  required  by  the  examiner. 

(e)  Disclosure  consistency.  The  disclosure  must  be 
amended,  when  required  by  the  Office,  to  correct  inaccuracies 
of  description  and  definition,  and  to  secure  substantial  corre- 
spondence between  the  claims,  the  remainder  of  the  specifica- 
tion, and  the  drawings. 

(f)  No  new  matter.  No  amendment  may  introduce  new 
matter  into  the  disclosure  of  an  application. 

(g)  Exception  for  examiner's  amendments.  Changes  to  the 
specification,  including  the  claims,  of  an  application  made  by 
the  Office  in  an  examiner's  amendment  may  be  made  by 
specific  instructions  to  insert  or  delete  subject  matter  set  forth 
in  the  examiner's  amendment  by  identifying  the  precise  point 
in  the  specification  or  the  claim(s)  where  the  insertion  or 
deletion  is  to  be  made.  Compliance  with  paragraphs  (b)(1), 
(b)(2),  (c)  or  (c)(1)  to  (c)(5)  is  not  required. 

(h)  Amendment  sections.  Each  section  of  an  amendment 
document  must  begin  on  a  separate  sheet. 

(i)  Amendments  in  reissue  applications.  Any  amendment  to 
the  description  and  claims  in  reissue  applications  must  be 
made  in  accordance  with  §  1.173. 

(j)  Amendments  in  reexamination  proceedings.  Any  pro- 
posed amendment  to  the  description  and  claims  in  patents 
involved  in  reexamination  proceedings  must  be  made  in 
accordance  with  §  1.530. 

(k)  Amendments  in  provisional  applications.  Amendments 
in  provisional  applications  are  not  normally  made.  If  an 
amendment  is  made  to  a  provisional  application,  however,  it 
must  comply  with  the  provisions  of  this  section.  Any  amend- 
ments to  a  provisional  application  shall  be  placed  in  the 
provisional  application  file  but  may  not  be  entered. 

16.  Section  1.125  is  proposed  to  be  amended  by  revising 
paragraphs  (b)  and  (c)  to  read  as  follows: 

§  1.125  Substitute  specification. 

(b)  Subject  to  §  1.312,  a  substitute  specification,  excluding 
the  claims,  may  be  filed  at  any  point  up  to  payment  of  the  issue 
fee  if  it  is  accompanied  by  a  statement  that  the  substitute 
specification  includes  no  new  matter. 
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(c)  A  substitute  specification  submitted  under  this  section 
must  be  submitted  with  markings  showing  all  the  changes 
(underlining  to  indicate  subject  matter  being  added  and  strike- 
through  indicating  subject  matter  being  deleted)  relative  to  the 
immediate  prior  version  of  the  specification  of  record.  An 
accompanying  clean  version  (without  markings)  must  also  be 
supplied.  Numbering  the  paragraphs  of  the  specification  of 
record  is  not  considered  a  change  that  must  be  shown  pursuant 
to  this  paragraph. 


17.  Section  1.823  is  proposed  to  be  amended  by  revising 
paragraph  (a)(1)  to  read  as  follows: 

§  1.823  Requirements  for  nucleotide  and/or  amino  acid 
sequences  as  part  of  ttie  application. 

(a)(1)  If  the  "Sequence  Listing"  required  by  §  1.821(c)  is 
submitted  on  paper:  The  "Sequence  Listing,"  setting  forth  the 
nucleotide  and/or  amino  acid  sequence  and  associated  infor- 
mation in  accordance  with  paragraph  (b)  of  this  section,  must 
begin  on  a  new  page  and  must  be  titled  "Sequence  Listing." 
The  pages  of  the  "Sequence  Listing"  preferably  should  be 
numbered  independently  of  the  numbering  of  the  remainder  of 
the  application.  Each  page  of  the  "Sequence  Listing"  shall 
contain  no  more  than  66  lines  and  each  line  shall  contain  no 
more  than  72  characters.  The  sheet  or  sheets  presenting  a 
sequence  listing  may  not  include  other  parts  of  the  application. 
A  fixed-width  font  should  be  used  exclusively  throughout  the 
"Sequence  Listing." 
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Under  Secretary  of  Commerce  for 

Intellectual  Property  and  Director  of 
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(172)  DEPARTMENT  OF  COMMERCE 

Patent  and  Trademark  Office 

37  CFR  Part  1 

[Docket  No.:  2003-P-007] 

RIN  0651-AB59 

Changes  To  Implement  Electronic  Maintenance  of 
Official  Patent  Application  Records 

AGENCY:  United  States  Patent  and  Trademark  Ofl&ce, 
Conmierce. 

ACTION:  Final  rule. 

SUMMARY:  The  United  States  Patent  and  Trademark  Office 
(Ofl&ce)  is  revising  the  rules  of  practice  in  patent  cases  as  part 
of  its  2 1  St  Century  Strategic  Plan  to  implement  beginning-to- 
end  electronic  image  processing  of  patent  applications.  Spe- 
cifically, the  changes  adopted  in  this  notice  facilitate  electronic 
image  data  capture  and  processing,  streamline  the  patent 
application  process,  and  simplify  and  clarify  the  pertinent 
provisions  of  the  rules  of  practice. 

DATES:  Effective  Date:  July  30,  2003. 

Applicability  date:  The  changes  apply  to  any  paper  filed  in 
the  Ofl&ce  on  or  after  July  30,  2003.  Further,  the  revisions  to  §§ 
1.3,  1.14(a)  through  (d)  and  (f)  through  (h),  1.59  and  1.99 
apply  to  all  patent  applications  filed  before,  on,  or  after  July  30, 
2003. 

FOR  FURTHER  INFORMATION  CONTACT:  Jay  Lucas 
(703)  308-6868  or  Robert  Clarke  (703)  305-9177,  Senior  Legal 
Advisors,  or  Robert  J.  Spar  (703)  308-5107,  Director,  Ofl&ce  of 
Patent  Legal  Administration  (OPLA),  directly  by  phone.  Ques- 
tions may  also  be  submitted  in  writing  to  Mail  Stop  Com- 
ments— Patents,  Commissioner  for  Patents,  P.O.  Box  1450, 
Alexandria,  VA  22313-1450;  by  electronic  mail  sent  to 
robert.clarke@uspto.gov;  or  by  facsimile  to  (703)  872-9411. 


SUPPLEMENTARY  INFORMATION:  The  Office  is  in 
creasing  the  integrity  of  its  internal  patent  application  record 
maintenance  by  adopting  a  new  electronic  data  processing 
system  for  the  storage  and  maintenance  of  all  the  records 
associated  with  patent  applications.  Because  the  system  is 
consistent  with  the  data  processing  system  used  by  the  Euro- 
pean Patent  Ofl&ce  (EPO),  it  will  also  improve  information 
exchange  among  the  intellectual  property  (IP)  offices. 

The  system  will  use  image  technology  to  replace  the 
standard  paper  processing  of  patent  applications  currently  used 
in  the  Office.  The  paper  components  of  the  patent  application 
file  contents  (including  the  specification,  oath  or  declaration, 
drawings,  information  disclosure  statements,  amendments. 
Office  actions,  and  file  jacket  notations)  of  pending  applica- 
tions will  be  scanned  into  electronic  image  files.  Thereafter,  all 
processing  and  examination  by  all  Office  personnel  will  be 
conducted  with  the  electronic  image  files,  instead  of  the  paper 
source  documents. 

The  system  will  affect  applicants  minimally  during  the 
patent  application  process,  because  the  program  affects  internal 
operations  and  not  external  communications.  Applicants  may 
continue  to  send  and  receive  correspondence  in  paper  form, 
although  the  Office  encourages  use  of  the  existing  alternative 
electronic  filing  system  resources  for  application  filings  and 
certain  information  disclosure  statement  submissions.  The 
changes  to  the  rules  of  practice  in  title  37  of  the  Code  of 
Federal  Regulations  (CFR)  are  designed  to  improve  internal 
operation  by  the  use  of  the  electronic  image  format,  primarily 
by  easing  the  requirements  upon  applicants  in  amendment 
practice  and  information  disclosure  statement  submissions. 
The  electronic  nature  of  patent  records  will  permit  their 
viewing  by  the  pubUc  through  the  Patent  Application  Informa- 
tion Retrieval  (PAIR)  system,  which  has  a  number  of  advan- 
tages: (1)  It  provides  notice  to  applicants  of  certain  examina- 
tion processing  activities  {e.g.,  mailing  of  Office  actions);  (2)  it 
assures  confidence  in  the  integrity  of  the  Office  records;  (3)  it 
reduces  the  handling  of  the  records;  and  (4)  it  allows  parallel 
processing  of  the  application  by  various  parts  of  the  Office. 

The  technology  and  procedures  for  the  new  system  are 
similar  to  those  used  at  the  EPO,  but  adapted  to  the  Office's 
legal  requirements  and  existing  computer  systems.  The  Office 
announced  a  prototype  program  in  December  of  2002.  See 
USPTO  Announces  Prototype  of  Image  Processing,  1265  Off. 
Gaz.  Pat.  Office  87  (Dec.  17,  2002).  The  Office  has  incorpo- 
rated the  experience  and  lessons  learned  from  this  prototype 
program  into  a  production  system.  See  Notification  of  United 
States  Patent  and  Trademark  Office  Patent  Application 
Records  being  Stored  and  Processed  in  Electronic  Form,  1271 
Off.  Gaz.  Pat.  Office  100  (June  17,  2003). 

The  electronic  format  of  appUcations  will  reduce  delays  in 
moving  information  within  the  Office  and  between  the  Office, 
the  applicant,  other  IP  offices  and  other  parties  having  authority 
to  view  the  records.  It  will  also  reduce  the  potential  for  loss  of 
records  and  misfiling,  provide  the  capacity  for  multiple  parties 
to  access  the  records  simultaneously,  improve  the  efficiency  of 
the  publication  process,  and  set  the  Office  up  for  subsequent 
improvements  in  electronic  communication  related  to  applica- 
tions between  the  Office,  the  applicant,  and  other  parties. 

It  is  also  anticipated  that  the  system  will  facilitate  the 
sharing  of  information  between  the  Office  and  other  IP  offices. 
The  Office  anticipates  that  agreements  to  electronically  trans- 
mit priority  documents  to  certain  other  IP  offices  as  well  as 
search  results  and  other  application  information  will  be  nego- 
tiated shortly.  Transmission  of  priority  documents  electroni- 
cally directly  to  the  other  IP  offices  on  request  of  the  applicant 
is  anticipated  to  reduce  the  overall  costs  to  the  applicant  and  to 
the  other  IP  offices  (which  would  receive  the  certified  copy  in 
a  format  that  is  easily  stored  and  retrieved  on  demand).  In 
tandem  with  this  effort  is  a  parallel  effort  to  promote  the 
sharing  of  information  {e.g.,  search  results)  concerning  related 
applications  by  the  various  IP  offices  in  order  to  reduce 
duplication  of  efforts,  improve  the  efficiency  and  quality  of 
examination  efforts,  and  decrease  workload.  Thus,  it  is  antici- 
pated that  the  Office's  migration  to  an  electronic  environment 
together  with  international  negotiations  will  improve  the  effi- 
ciency and  work  quality  of  the  Office. 

Discussion  of  Specific  Rules 

Section  1.3 

Section  1.3  has  been  amended  to  provide  that  papers 
presented  in  violation  of  the  decorum  and  courtesy  require- 
ments will  not  be  entered.  The  Office  is  capturing  electronic 
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images  of  all  documents  (papers)  that  will  be  the  official 
records  of  certain  applications.  If  the  Office  has  captured  the 
image  of  a  paper  violating  §  1.3  as  an  electronic  sheet(s).  the 
Office  will  electronically  remove  the  document  from  the 
Official  file  (the  collection  of  documents  related  to  a  patent 
application  or  patent  and  which  would  be  in  this  instance  an 
electronic  file)  and  from  the  Office  computer  systems.  If  the 
application  has  not  yet  been  captured  as  an  image  file,  the 
paper  will  not  be  entered  in  the  Official  file  (which  would  in 
this  instance  be  a  paper  file).  In  either  event,  the  Office  will 
provide  notice  in  the  Official  file  that  the  paper  will  not  be 
available  to  the  public  and  send  a  decision  to  the  applicant 
notifying  the  applicant  of  the  non-entry.  If  the  paper  is  intended 
as  a  reply  to  an  Office  action,  the  reply  will  not  be  considered 
a  bona  fide  reply  under  §  1.135(c)  and  the  period  set  in  the 
prior  Office  action  will  continue  to  run. 

Similarly,  a  paper  submitted  in  violation  of  §  10.10(b)  that  is 
intended  as  a  reply  will  not  be  entered  in  the  Official  file  and 
will  not  be  treated  as  an  unsigned  reply  (nor  as  a  signed  reply) 
as  is  the  current  practice.  Therefore,  the  reply  will  not  toll  the 
time  period  set  in  a  prior  Office  action.  The  Office  will  provide 
notice  of  the  non-entry  to  the  applicant  or  patent  owner. 

Section  1.9 

Section  1.9  has  been  amended  to  clarify  that  the  word 
"paper"  and  "papers"  refer  to  a  document  or  documents,  which 
may  be  electronic  records  or  physical  paper  sheet(s). 

Section  1.14 

Section  1.14  explains  that  applications  for  patents  are 
generally  preserved  in  confidence,  and  sets  forth  the  special 
circumstances  (35  U.S.C.  122(a))  under  which  a  member  of  the 
public  may  have  information  about,  copies  of,  or  access  to  a 
patent  appUcation.  Section  1.14  has  been  revised  to  clarify  the 
rule  and  to  expand  the  rule  to  provide  for  electronic  files. 

Paragraph  (a)(1)  has  been  rewritten  to  list  the  records  that 
may  be  made  available.  The  term  "file  wrapper  and  contents" 
has  been  replaced  with  the  term  "file  contents"  to  avoid 
confusion  with  the  paper  (non-electronic)  file  jacket  and  its 
contents.  Paragraph  (a)(1)  rephrases  the  provisions  of  former 
§§  1.14(c)  and  (e)  to  assist  the  public  in  understanding  what 
applications  may  be  made  available  to  the  public.  Accordingly, 
§  1.14(a)(1),  as  rewritten,  is  divided  into  §§  1.14(a)(l)(i) 
through  (a)(l)(vii)  listing  different  types  of  application  files 
and  explaining  whether  any  part  of  the  file  contents  may  be 
made  available  to  the  public.  For  example,  §  1.14(a)(l)(iii) 
explains  that  copies  of  published  pending  applications  may  be 
made  available  to  the  public,  upon  written  request,  and 
payment  of  the  appropriate  fee,  and  that  the  original  paper  file 
of  the  pending  application  that  was  published  as  a  patent 
application  publication  is  not  available  to  the  public.  The 
explanation  for  when  an  application  may  be  made  available  in 
§  1.14(a)(l)(iv)  rephrases  the  "referred  to"  provision  of  former 
§  1.14(e)(2)  with  "identified  or  relied  upon"  and  adds  a 
definition  of  "identified"  that  conforms  with  current  Office 
pohcy  interpreting  "referred  to."  An  application  is  "referred  to" 
when  it  is  identified  by  application  number  or  serial  number 
and  filing  date,  first  named  inventor,  title  and  filing  date  or 
other  application  specific  information  are  provided  in  the  text. 
In  addition,  in  the  new  §  1.14(a)(l)(v)  where  the  benefit  of  a 
pending  application  is  relied  upon  pursuant  to  35  U.S.C. 
119(e),  120,  121  or  365  in  certain  applications,  copies  of  the 
application  file  contents  may  be  made  available  in  the  same 
manner  that  copies  of  the  application  would  have  been  had  the 
application  been  pubhshed  as  a  U.S.  patent  application  publi- 
cation (§  1.14(a)(l)(iii)).  As  a  resuU  of  this  change  to  §  1.14, 
if  an  application  is  a  continuation  of  an  earlier  application,  and 
the  Office  publishes  the  continuation  as  a  patent  appHcation 
publication  but  without  an  identification  of  the  earlier  applica- 
tion in  the  published  document,  a  copy  of  the  filecontents  of 
the  earlier-filed  application  may  be  made  available  to  the 
public,  upon  payment  of  the  required  fee  for  a  copy,  if  the 
application  is  still  pending.  This  is  because  the  Office  (PALM) 
records  for  continuation  applications,  which  are  available  to 
the  public  following  publication,  will  indicate  the  status  as  a 
continuation  and  information  about  the  earlier  application. 

Paragraph  (a)(2)  has  been  revised  to  combine  and  restate 
former  §§  1.14(a)(1)  and  (b)  which  address  status  information. 
The  application  number  of  any  application  that  claims  the 
benefit  of  the  filing  date  of  a  patent  or  an  apphcation  that  has 
been  published  may  be  obtained  from  the  PAIR  system  on  the 
Office's  Internet  Web  site  at:  http://pair.uspto.gov. 


Section  1.14  is  also  amended  to  have  a  new  §  1.14(b),  to 
explain  that  electronic  access  may  be  provided  to  all  or  part  of 
certain  applications.  Following  migration  to  an  electronic 
image  file  as  the  Official  file  of  patent  applications,  access  will 
be  provided  solely  to  the  electronic  Official  file  and  not  to  the 
original  paper  document  sheets  used  to  create  electronic 
images  within  the  Official  file. 

Section  1.14(c)  is  the  same  as  former  §  1.14(d).  Paragraph 
(d)  of  former  §  1.14  has  been  redesignated  as  §  1.14(c). 

Section  1.14(d)  is  the  same  as  former  §  1.14(f).  Paragraph 

(f)  of  former  §  1.14  has  been  redesignated  as  §  1.14(d). 
Section  1.14(e)  is  the  same  as  former  §  1.14(g).  Paragraph 

(g)  of  former  §  1.14  has  been  redesignated  as  §  1.14(e).  On 
reconsideration,  the  changes  proposed  in  §  1.14(f)(1)  and  (2) 
were  not  necessary  to  implement  an  image  file  wrapper  system. 
The  proposed  changes,  including  the  public  comments,  may  be 
reconsidered  in  the  future. 

Section  1.14(f)  is  the  same  as  former  §  1.14(h).  Paragraph 
(h)  of  former  §  1.14  has  been  redesignated  as  §  1.14(f)- 

Section  1.14(g)  of  §  1.14  corresponds  to  former  §  1.14(i), 
and  is  further  amended  to  explain  the  meaning  of  the  terms 
"Home  Copy,"  "Search  Copy,"  and  "Examination  Copy,"  and 
by  inserting  "of  a  publication"  after  "English  language  trans- 
lation" in  §  1.14(g)(2).  Section  13204  of  Public  Law  107-273 
made  a  technical  change  to  the  provisional  rights  provisions  of 
the  patent  statute  as  to  international  applications  to  clarify  that 
a  translation  of  the  international  publication,  as  opposed  to  the 
international  application,  is  required  to  be  filed  in  order  for  a 
patent  owner  to  obtain  provisional  rights  pursuant  to  35  U.S.C. 
154(d).  In  view  of  this  change  to  the  statute,  the  corresponding 
reference  to  the  translation  in  §  1.14  is  changed  to  add  "a 
publication  of  an  international  patent  application"  after  "En- 
glish language  translation  of."  In  addition,  the  parenthetical 
phrase  at  the  end  of  §  1.14(g)(1),  referencing  the  fee  for  a  copy 
of  an  international  application  file,  or  a  copy  of  a  document  in 
a  file,  has  been  changed  from  a  reference  to  §  1.19(b)  rather 
than  §  1.19(b)(2)  or  §  1.19(b)(3),  the  fees  for  the  contents  of  a 
file  or  a  CD,  and  the  parenthetical  phrase  at  the  end  of  § 
1.14(g)(2),  referencing  the  fee  for  a  copy  of  an  English 
language  translation  in  a  file,  has  been  corrected  to  refer  to  § 
1.19(b)(4),  the  fee  for  a  document,  rather  than  §  1.19(b)(2)  or 
§  1.19(b)(3). 

Section  1.14(h)  is  the  same  as  former  §  1.14(j).  Paragraph  (j) 
of  former  §  1.14  has  been  redesignated  as  §  1.14(h). 

The  changes  that  had  been  proposed  in  1.14(e)  have  been 
postponed  pending  successful  negotiation  and  implementation 
of  agreements  with  other  IP  offices  to  provide  for  electronic 
document  exchange.  The  Office  will  at  that  time  publish  a  final 
rule  amending  §  1.14  to  provide  for  an  applicant  to  provide 
consent  (if  the  application  is  being  maintained  in  confidence 
under  35  U.S.C.  122(a)  and  §  1.14)  to  electronic  document 
exchange  of  the  appHcations  with  the  IP  offices  with  which  the 
Office  has  such  an  agreement. 

Section  1.17 

Section  1.17  has  been  amended  to  eliminate  the  reference  to 
returning  information  that  has  been  expunged  in  §  1.17(h) 
because  expunged  information  need  not  be  returned  under  § 
1.59  as  amended. 

Section  1.19 

The  proposed  changes  to  §  1 .  19  to  eliminate  the  required  fee 
for  providing  a  copy  of  an  application  as  filed  to  certain  other 
IP  offices  following  an  agreement  with  other  IP  offices  to 
electronically  share  such  document  has  been  postponed  pend- 
ing successful  implementation  of  such  agreements.  The  Office 
will  at  that  time  publish  a  final  rule  amending  §  1.19  to 
eliminate  its  fee  for  applicants  who  consent  to  electronic 
document  exchange  of  the  applications  with  the  IP  offices  with 
which  the  Office  has  such  an  agreement. 

Section  1.52 

Section  1.52  has  been  amended  to  clarify  the  requirement 
for  proper  paper  sizes  in  paper  communications  submitted  to 
the  Office  and  to  set  forth  the  analogous  requirements  for 
electronic  communications. 

The  Office  plans  to  capture  electronic  images  of  all  docu- 
ments that  form  the  record  of  patent  application  examination. 
These  images  will  form  the  Official  file  of  the  application.  See 
Notification  of  United  States  Patent  and  Trademark  Office 
Patent  Application  Records  being  Stored  and  Processed  in 
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Electronic  Form,  1271  Off.  Gaz.  Pat.  Office  at  100.  Applicants 
will  have  the  option  of  submitting  application  documents  and 
other  communications  to  the  Office  on  paper,  by  facsimile 
transmission,  or  via  the  Office's  electronic  filing  system  (EFS). 
The  existing  requirements  for  paper  and  facsimile  submissions 
(as  well  as  the  prohibition  against  filing  patent  applications  by 
facsimile,  see  §  1.6(d)(3))  are  retained,  and  the  requirements 
for  electronic  submissions  are  added.  One  newly  added  re- 
quirement for  paper  submissions  requires  that  the  papers  not  be 
permanently  bound  because  the  papers  must  be  readily  sepa- 
rable for  scanned  entry  into  the  image  system.  The  use  of 
binder  clips  or  standard  office  staples  will  generally  be 
acceptable.  The  detailed  requirements  for  electronic  submis- 
sions are  provided  in  the  Office's  EFS  documentation  (avail- 
able electronically  at  http://www.uspto.gov)  and  the  proposed 
amendments  direct  the  affected  party's  attention  to  those 
requirements. 

Paragraph  (a)(1)  of  §  1.52  has  been  amended  to  clarify  that 
it  pertains  to  paper  and  facsimile  submissions,  and  that  such 
submissions  must  not  be  permanently  bound  together.  Corre- 
spondence may  include  multiple  papers  each  of  which  may  be 
on  either  21.6  cm  by  27.9  cm  (8  1/2  by  11  inch)  or  21.0  cm  by 
29.7  cm  (DIN  size  A4)  paper.  For  example,  a  transmittal  letter 
and  Information  Disclosure  Statement  (IDS)  on  21.6  cm  by 
27.9  cm  (8  1/2  by  11  inch)  paper  accompanied  by  copies  of 
cited  references  on  21.0  cm  by  29.7  cm  (DIN  size  A4)  paper  is 
permitted. 

Paragraph  (a)(2)  of  §  1.52  has  been  amended  to  clarify  that 
it  pertains  to  paper  and  facsimile  submissions. 

Paragraph  (a)(5)  of  §  1.52  has  been  amended  to  clarify  that 
it  pertains  to  paper  and  facsimile  submissions. 

Paragraph  (a)  of  §  1.52  has  also  been  amended  by  adding  §§ 
1.52(a)(6)  and  (a)(7)  to  set  forth  that  papers  submitted  elec- 
tronically must  comply  with  the  Office's  EFS  requirements  and 
that  failure  to  comply  will  result  in  a  requirement  for  correc- 
tion. 

Paragraphs  (b)(3)  and  (b)(4)  of  §  1.52  have  been  amended  to 
clarify  that  the  requirements  for  the  abstract  and  claims  to 
begin  on  a  separate  sheet  on  physical  paper  are  similarly 
required  to  begin  on  a  separate  electronic  page  in  an  electronic 
submission. 

Paragraph  (b)(7)  of  §  1.52  has  been  amended  to  explain  the 
consequences  of  a  failure  to  provide  comphant  papers  within 
the  set  time  period.  That  is,  §  1.52(b)(7)  provides  that 
compliant  papers  must  be  provided  within  the  set  time  period 
in  order  to  avoid  abandonment  of  the  application  in  the  case  of 
an  applicant  for  patent,  termination  of  proceedings  in  the  case 
of  a  patent  owner  in  a  reexamination  proceeding,  or  refusal  of 
consideration  of  the  papers  in  the  case  of  a  third  party  requester 
in  a  reexamination  proceeding. 

Section  1.59 

Section  1.59  has  been  amended  to  eliminate  references  to 
returning  documents  that  have  been  expunged  to  recognize 
that,  with  electronic  Official  files,  there  will  be  nothing  to 
return  when  a  paper  is  expunged.  The  Office  is  capturing 
electronic  images  of  all  documents  that  form  the  Official  file. 
Where  the  image  is  generated  from  a  physical  source  docu- 
ment, the  originating  document  may  be  disposed  of  once  the 
electronic  image  accuracy  is  verified.  The  paper  source  docu- 
ment will  eventually  be  destroyed  under  a  United  States 
National  Archives  and  Records  Administration  (NARA)  ap- 
proved schedule.  Therefore,  if  a  document  is  to  be  expunged 
from  the  record,  the  only  operation  that  will  be  required  will  be 
removal  of  the  image  from  the  Official  file. 

Paragraph  (a)(1)  of  §  1.59  has  been  amended  by  deleting  the 
phrase  "and  returned"  from  the  first  sentence,  and  deleting  the 
second  sentence. 

Paragraph  (b)  of  §  1.59  has  been  amended  by  deleting  the 
phrase  "and  return"  from  each  of  the  first  and  second  sen- 
tences. The  Office  will  continue  to  provide  notice  in  the 
Official  file  that  a  paper  has  been  expunged  and  the  Office  will 
send  a  decision  to  the  applicant  notifying  the  applicant  that  the 
paper  has  been  expunged. 

Section  1.71 

Section  1.71  has  been  amended  by  adding  a  new  §  1.71(f)  to 
require  that  the  first  page  of  a  specification  commence  on  a 
new  sheet  and  to  require  that  no  sheet  including  part  of  the  text 
of  the  specification  include  any  other  material.  Further,  the 
claims,  abstract  or  sequence  listing  (if  any)  should  not  be 
included  on  any  sheet  including  any  other  part  of  the  specifi- 


cation. A  title  of  the  invention  if  it  is  provided  as  a  heading  on 
the  first  page  of  the  specification  is  considered  part  of  the 
specification. 

Section  1.72 

Paragraph  (b)  of  §  1.72  has  been  amended  to  prohibit  the 
paper  presenting  the  abstract  to  include  any  other  portions  of 
the  application  or  other  material.  Presentation  of  material  other 
than  the  abstract  on  the  same  page  as  the  abstract  makes  the 
electronic  indexing  of  the  application  more  difficult.  In  addi- 
tion, the  last  sentence  of  §  1.72(b)  has  been  removed  to 
eliminate  the  prohibition  on  using  the  abstract  to  interpret  the 
claims  to  conform  the  rule  to  be  consistent  with  Federal  Circuit 
case  law.  See  Hill-Rom  Co.  versus  Kinetic  Concepts,  Inc.,  209 
F3d  1337,  1341  n.*,  54  USPQ2d  1437,  1440  n.l  (Fed.  Cir. 
2000). 

Section  1.75 

Paragraph  (h)  of  §  1.75  has  been  amended  to  prohibit  a 
paper  presenting  claims  from  including  any  other  portions  of 
the  application  or  other  material.  Presentation  of  material  other 
than  the  claims  on  the  same  page  as  one  or  more  claims  makes 
the  electronic  indexing  of  the  application  more  difficult. 

Section  1.98 


Section  1 .98  has  been  amended  by  adding  a  new  §  1 .98(e), 
which  provides  that  the  requirement  in  §  1.98(a)(2)(i)  for  a 
copy  of  all  listed  U.S.  patents  and  U.S.  patent  application 
publications  does  not  apply  to  any  IDS  submitted  in  compli- 
ance with  the  Office's  electronic  filing  system.  Thus,  for  any 
IDS  submitted  to  the  Office  via  the  Office's  EFS,  paper  copies 
of  U.S.  patents  and  U.S.  application  publications  cited  in  the 
IDS  will  no  longer  have  to  be  supphed  by  apphcants. 

An  EFS  software  upgrade  has  added  an  IDS,  submitted 
under  the  provisions  of  §§  1.97  and  1.98.  as  a  type  of  electronic 
submission  that  may  be  made  via  the  Office's  EFS.  See  Legal 
Framework  for  the  Use  of  the  Electronic  Filing  System,  1263 
Off.  Gaz.  Pat.  Office  60,  61  (Oct.  8,  2002).  With  the  EFS 
software  upgrade,  an  applicant  is  able  to  electronically  transmit 
an  IDS  with  the  filing  of  a  new  utility  patent  application,  or  as 
a  subsequent  filing.  This  EFS  software  upgrade  is  NOT  usable 
for  third  party  information  disclosure  submissions  under  § 
1.99.  The  IDS  submission  via  EFS  is  the  only  electronic 
substitute  for  a  paper  IDS  submission  contemplated.  EFS  has 
been  available  to  the  general  public  for  limited  electronic  filing 
since  October  2000.  See  Electronic  Filing  System  Available  to 
Public,  1240  Off.  Gaz.  Pat.  Office  45  (Nov.  14,  2000). 

Applicants  may  file  an  IDS  via  EFS  by:  (1)  Entering  the 
references'  citation  information  in  a  fillable  electronic  form, 
equivalent  to  the  paper  PTO-1449  form  (or  revised  form 
PTO/SB/08A  and  08B)  by  using  EFS  software;  and  (2) 
transmitting  the  fillable  electronic  form  data  to  the  Office  via 
EFS.  This  electronic  EFS  form  currently  allows  only  citations 
for  U.S.  patents  and  U.S.  patent  application  publications.  If  any 
references  to  foreign  patent  documents  or  non-patent  literature 
documents  or  unpublished  U.S.  applications  are  to  be  cited, 
then  applicants  will  continue  to  submit  those  citations  on  a 
separate,  conventional  paper  PTO-1449  form  (or  equivalent 
form)  dehvered  with  a  printed  copy  of  each  cited  foreign 
patent  document,  non-patent  literature  document  and  unpub- 
lished U.S.  application  via  mail,  facsimile  transmission,  or 
hand  delivery.  In  those  instances  in  which  an  applicant  sends 
an  IDS  on  the  same  day  by  EFS  and  by  conventional  delivery, 
and  a  fee  under  §  1 .97  is  due,  only  one  fee  will  be  due  if  the 
applicant  informs  the  Office  in  the  conventional  submission 
that  such  a  submission  is  associated  with  an  electronic  sub- 
mission on  the  same  day  in  which  the  fee  was  paid. 

The  EFS  software  provides  a  fillable  electronic  IDS  form 
equivalent  to  a  paper  PTO-1449,  Information  Disclosure  State- 
ment form,  in  which  citations  for  up  to  fifty  U.S.  patents  and 
up  to  fifty  U.S.  patent  application  publications  may  be  entered. 
This  EFS  fillable  form  has  fields  where  statements  of  relevance 
and  where  notifications  that  the  documents  were  cited  in  a 
communication  from  a  foreign  patent  Office  in  accordance 
with  §  1.97(e)  may  be  given.  The  EFS  upgrade  validates  the 
format  of  data  entered  into  the  fillable  electronic  IDS  form  and 
provides  the  means  to  specify  whether  this  fillable  EFS  IDS 
form  is  to  be  linked  to  an  accompanying  new  apphcation  fifing 
or  is  being  filed  in  a  previously  filed  application,  and  transmit 
the  XML  formatted  IDS  data  on  the  fillable  electronic  form  to 
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the  Office.  The  EFS  software  also  provides  fields  to  enter 
required  fee  payment  information  under  §§  1.97(c)(2)  and 
(d)(2). 

The  finable,  EFS  IDS  form  will  be  entered  as  a  paper  (but 
will  actually  be  part  of  an  electronic  database)  in  the  applica- 
tion file  contents  indicating  that  it  was  received  on  the  date  the 
complete  transmission  containing  the  form  was  received  in  the 
Office  via  EFS.  This  is  the  date  the  Office  will  refer  to  in 
considering  compliance  with  §  1 .97. 

Examiners  will  consider  the  U.S.  patents  and  U.S.  applica- 
tion publications  cited  on  an  EFS  transmitted  IDS  form 
provided  the  remaining  requirements  of  §§  1.97  and  1.98  are 
met.  by  reviewing  electronic  or  printed  copies  produced  from 
the  Office's  electronic  databases.  It  will  be  most  important  that 
the  cited  patent  and  application  publication  numbers  be  accu- 
rate and  devoid  of  transcription  error.  There  will  be  no 
applicant-provided  copies  of  the  disclosed  documents  in  the 
application  file  for  the  examiner  to  review.  Instead,  because  the 
Office  will  electronically  retrieve  the  patents  and  application 
publications  so  identified  by  those  numbers,  the  examiner  will 
only  be  able  to  consider  the  documents  so  identified.  As  a 
corollary,  examiners  will  only  consider  what  is  actually  cited. 
Where,  for  example,  an  error  is  made  in  transcribing  a  U.S. 
patent  number,  and  the  examiner,  after  retrieving  the  patent 
associated  with  the  number  as  entered  in  the  IDS,  determines 
that  the  patent  associated  with  the  number  as  entered  in  the 
IDS  is  not  the  correct  number,  because  the  inventor' s  name  and 
issue  date  entered  in  the  IDS  does  not  match  the  conesponding 
data  on  the  patent  associated  with  the  patent  number  entered  in 
the  IDS,  the  examiner  will  follow  the  procedure  regarding  the 
handling  of  non-complying  information  disclosure  statements 
set  forth  in  §  609  111(C)(1)  of  the  Manual  of  Patent  Examining 
Procedure  (8th  ed.  2001)  (Rev.  1,  Feb.  2003)  (MPEP).  The 
examiner  may  either  initial  next  to  the  citation  on  the  listing  of 
references  to  indicate  that  the  erroneously  cited  patent  has  been 
reviewed  or  line  through  the  citation  as  not  in  compliance  with 
§  1.98. 

The  only  procedure  for  having  such  documents  considered 
when  an  erroneous  patent  or  application  publication  number  is 
cited  in  an  elDS  will  be  by  citing  the  correct  document 
identifying  number  in  a  subsequent  IDS,  either  paper  or 
electronic,  that  conforms  to  the  requirements  of  §§  1.97  and 
1.98,  as  specified  in  MPEP  §  609  111(C)(1)  regarding  correc- 
tions of  the  information  in  non-complying  information  disclo- 
sure statements. 

The  IDS  may  be  submitted  as  part  of  an  EFS  electronic 
application  filing,  or  subsequent  to  an  application  filing,  either 
in  paper  or  via  EFS.  The  ePAVE  program  will  prompt  the  filer 
to  associate  an  IDS  file  with  a  new  application  file  and  to 
provide  payment  information,  where  either  is  appropriate.  As 
with  the  other  types  of  electronic  submissions.  ePAVE  will 
validate  the  fomiat.  display  it  to  the  filer,  prompt  for  the  filer's 
electronic  signature,  use  the  filer's  digital  certificate  (an 
appropriate  digital  certificate  may  be  obtained  from  the  Of- 
fice's Electronic  Business  Center)  to  encrypt  the  whole  pack- 
age, and  transmit  the  submission  to  the  Office.  Upon  receipt, 
the  Office  will  send  to  the  filer  an  electronic  "Acknowledgment 
Receipt,"  including  a  server  date  stamp,  a  unique  server 
number,  the  application  number,  and  confirmation  of  the 
number  of  the  files  received  by  the  Office.  If  the  IDS 
submission  is  subsequent  to  the  application  filing,  the  filer  will 
be  required  to  enter  both  an  application  number  and  a 
confirmation  number.  A  confirmation  number  is  an  additional 
four-digit  identifier  assigned  to  an  application,  and  can  be 
found  in  the  upper  left-hand  comer  of  the  official  filing  receipt. 
A  filer  will  be  required  to  have  a  customer  number,  obtained 
from  the  Office's  Electronic  Business  Center,  andan  Office 
provided  digital  certificate  to  use  EFS  as  with  current  practice. 

Section  1.99 

Section  1.99  has  been  amended  to  provide  that  the  Office 
will  not  enter  any  explanation  of  the  patents  or  publications,  or 
any  other  information  (that  is  not  limited  to  patents  or 
publications)  included  in  a  submission.  The  Office  will  also  not 
enter  a  submission  that  is  not  in  compliance  with  the  require- 
ments of  §  1.99.  The  Office  is  capturing  electronic  images  o1 
all  documents  that  form  the  Official  file  of  certain  applications 
and  the  original  paper  documents,  if  stored,  will  be  stored 
off-site  and  will  not  be  easily  accessible,  and  if  destroyed,  will 
not  be  available.  Therefore,  any  submission,  or  part  of  the 
submission,  that  is  not  in  compliance  with  §  1.99  would  not  be 
captured  as  electronic  images  and.  if  such  documents  have 
been  entered  into  the  Official  file,  the  Office  will  electronically 
remove  the  documents  from  the  Official  file. 


Paragraph  (d)  of  §  1 .99  has  been  amended  by  deleting  the 
word  "dispose  of  and  replacing  it  with  "not  enter."  Paragraph 
(e)  of  §  1.99  has  been  amended  by  deleting  the  phrase 
"returned  or  discarded"  and  replacing  it  with  "will  not  be 
entered." 

Section  1.121 

The  manner  of  making  amendments  to  the  specification, 
claims  and  drawings  in  non-reissue  applications  has  been 
revised  to  permit  greater  navigational  control  during  examina- 
tion in  an  image  file  wrapper  environment. 

Paragraph  (b)  continues  to  provide  the  manner  of  making 
amendments  to  the  specification  and  further  provides  that  its 
provisions  do  not  apply  to  making  amendments  to  the  claims, 
computer  listings  or  sequence  listings.  Paragraph  (b)  has  been 
revised  to  require  a  particular  format  of  marking  to  show 
changes  and  also  to  eliminate  the  requirement  to  provide  a 
clean  copy  of  any  revised  paragraph  or  section. 

Paragraph  (b)(  1 )  provides  the  manner  of  making  an  amend- 
ment to  delete,  add  or  replace  a  paragraph.  It  also  explicitly 
provides  that  amendments  to  section  headings  or  the  title  of  the 
invention  are  to  be  made  as  if  the  section  heading  or  title  were 
a  paragraph. 

Paragraph  (b)(l)(i)  continues  to  require  that  an  amendment 
include  an  instruction  that  unambiguously  identifies  the  loca- 
tion, in  the  specification,  of  the  paragraph  to  be  deleted  or 
replaced,  or  where  a  new  paragraph  is  to  be  added. 

Paragraph  (b)(l)(ii)  provides  that  any  replacement  para- 
graph must  include  markings  to  show  all  changes  relative  to 
the  immediate  prior  version  of  the  paragraph.  Added  subject 
matter  must  be  shown  by  underlining  the  added  text.  If  any 
paragraph  is  being  marked-up  to  show  added  subject  matter 
and  at  least  part  of  the  added  subject  matter  is  to  be  underlined 
itself  following  entry,  then  the  subject  matter  intended  to 
include  underlining  that  is  being  added  may  be  shown  by 
double  underlining  that  part  of  the  added  text.  Deleted  subject 
matter  must  be  shown  by  striking  through  the  deleted  text  with 
two  exceptions:  (1)  For  deletion  of  five  characters  or  fewer, 
double  brackets  may  be  used  {e.g.,  [[eroor]];  and  (2)  if 
strike-through  cannot  be  easily  perceived  {e.g.,  deletion  of  the 
number  "4"  or  certain  punctuation  marks),  double  brackets 
must  be  used  {e.g.,  [[4]]).  As  an  alternative  to  using  double 
brackets,  however,  extra  portions  of  text  may  be  included 
before  and  after  text  being  deleted,  all  in  strike-through, 
followed  by  including  and  underfining  the  extra  text  with  the 
desired  change.  The  requirement  to  provide  a  clean  version  of 
the  replacement  paragraph  has  been  eliminated.  Examples  of 
typical  amendments  in  the  revised  practice  will  be  available  on 
the  Office's  Internet  Web  site  {http://www.uspto.gov). 

Recognizing  that  some  word  processing  software  will  auto- 
matically generate  a  vertical  line  in  the  margin  adjacent 
marked-up  changes,  the  Office  will  not  object  to  the  inclusion 
of  a  vertical  line  in  the  margin  of  amendments  to  the 
specification  or  claims.  As  an  alternative  to  providing  an 
amendment  to  the  first  line  of  the  specification  to  make  the 
reference  required  by  §  1.78  to  claim  the  benefit  of  a  prior 
application,  the  Office  will  continue  the  practice  under  §  1.76 
to  accept  an  application  data  sheet  that  includes  the  required 
reference  in  §  1.78  to  claim  the  benefit  of  a  prior  application. 

Paragraph  (b)(l)(iii)  provides  that  when  a  paragraph  is 
added  to  the  specification,  the  text  of  the  new  paragraph  must 
not  be  underlined. 

Paragraph  (b)(l)(iv)  provides  that  the  amendment  paper 
must  not  include  a  marked-up  version  of  a  deleted  paragraph. 
Where  applicant  has  used  the  optional  paragraph  numbering 
system  set  forth  in  §  1 .52(b)(6),  an  appropriate  instmction  to 
delete  a  paragraph  would  be  "Please  delete  paragraph  0016." 
Applicants  may  also  include  the  first  and/or  last  few  words  of 
a  paragraph  to  uniquely  identify  the  paragraph  to  be  deleted. 
An  appropriate  instruction  would  be  "Please  delete  the  para- 
graph beginning  'Potash  may  be  obtained'  on  page  16." 

Paragraph  (b)(2)(i)  continues  to  require  that  an  amendment 
include  an  instruction  which  unambiguously  identifies  the 
section  heading  of  the  section  of  the  specification  being 
replaced. 

Paragraph  (b)(2)(ii),  like  its  counterpart  paragraph  (b)(  1  )(ii), 
has  been  revised  to  require  that  any  replacement  section  must 
include  markings  to  show  all  changes  relative  to  the  immediate 
prior  version  of  the  section.  Added  subject  matter  must  be 
shown  by  underlining  the  added  text.  If  the  replacement 
section  being  marked-up  to  show  added  subject  matter  and  at 
least  part  of  the  added  subject  matter  is  to  be  underlined  itself 
following  entry,  then  the  subject  matter  intended  to  include 
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underlining  that  is  being  added  may  be  shown  by  double 
underlining  that  part  of  the  added  text.  Deleted  subject  matter 
must  be  shown  by  striking  through  the  deleted  text  with  two 
exceptions:  (1)  for  deletion  of  five  characters  or  fewer,  double 
brackets  may  be  used  {e.g.,  [[eroor]];  and  (2)  if  strike-through 
cannot  be  easily  perceived  (e.g.,  deletion  of  the  number  "4"  or 
certain  punctuation  marks),  double  brackets  must  be  used  (e.g., 
[[4]]).  As  an  alternative  to  using  double  brackets,  however, 
extra  portions  of  text  may  be  included  before  and  after  text 
being  deleted,  all  in  strike-through,  followed  by  including  and 
underlining  the  extra  text  with  the  desired  change.  Recognizing 
that  some  word  processing  software  will  automatically  gener- 
ate a  vertical  line  in  the  margin  opposite  marked-up  changes, 
the  Office  will  not  object  to  the  inclusion  of  a  vertical  line  in 
the  margin  of  amendments  to  the  specification  or  claims. 
Paragraph  (b)(2)(ii)  has  also  been  revised  to  eUminate  the 
requirement  to  provide  a  clean  version  of  the  replacement 
section.  Examples  of  typical  amendments  in  the  revised 
practice  will  be  available  on  the  Office's  Internet  Web  site 
lhttp://www.  uspto.  gov). 

Amendments  to  the  abstract  of  the  disclosure  should  be 
included  in  that  portion  of  applicant's  amendment  document 
which  presents  amendments  to  the  specification.  Where  the 
amendments  to  the  abstract  are  minor  in  nature,  i.e.,  purely 
granmiatical  in  nature  or  a  limited  number  of  additions  or 
deletions  of  subject  matter  are  presented,  the  abstract  should  be 
provided  as  a  marked-up  version  using  strike-through  and 
underlining  as  the  methods  to  show  all  changes  relative  to  the 
immediate  prior  version.  Where  the  abstract  is  being  substan- 
tially rewritten  and  the  amended  abstract  bears  little  or  no 
resemblance  to  the  previously  filed  version  of  the  abstract,  a 
new  (substitute)  abstract  may  be  provided  in  clean  form 
accompanied  by  an  instruction  for  the  cancellation  of  the 
previous  version  of  the  abstract.  The  text  of  the  new  abstract 
must  not  be  underlined.  It  would  be  counterproductive  for 
applicant  to  prepare  and  provide  an  abstract  so  riddled  with 
strike-through  and  underlining  that  its  meaning  and  language 
are  obscured  from  view  and  comprehension.  Whether  supply- 
ing a  marked-up  version  of  a  previous  abstract  or  a  clean  form 
new  abstract,  the  abstract  must  still  comply  with  §  1.72(b) 
requirements  regarding  length  and  placement  of  the  abstract  on 
a  separate  sheet  of  paper. 

Paragraph  (b)(3)  has  been  rewritten  to  reflect  a  concurrent 
revision  to  §  1.125.  Although  the  requirement  for  a  clean  form, 
or  version  without  markings,  of  a  replacement  paragraph  or 
section  of  the  specification  has  been  eliminated,  the  Office 
maintains  the  need  for  a  clean  form  and  a  marked-up  version 
of  a  substitute  specification.  Since  substitute  specifications 
generally  include  many  changes,  the  clean  version  will  assist 
the  examiner  to  view  the  substitute  specification  without 
distractions  from  the  markings.  The  marked-up  version  will 
assist  the  examiner  in  readily  ascertaining  those  changes  being 
made  and  to  alert  the  examiner  to  the  presence  of  any  new 
matter.  Amendment  by  substitute  specification  is  permissible 
where,  as  set  forth  in  §  1.121(b)(3)(i),  an  instruction  to  replace 
the  specification  is  submitted  and,  as  set  forth  in  § 
1.121(b)(3)(ii),  the  substitute  specification  is  provided  in 
compliance  with  §§  1.125(b)  and  (c).  Section  1.125(b)  contin- 
ues to  require  that  a  substitute  specification  be  accompanied  by 
a  statement  that  it  includes  no  new  matter.  Section  1.125(c) 
now  requires  that  two  versions  of  the  substitute  specification 
be  provided.  One  version  must  be  submitted  with  markings 
showing  all  changes  (strike-through,  or  in  some  cases  double 
brackets,  indicating  subject  matter  being  deleted  and  underlin- 
ing indicating  subject  matter  being  added)  relative  to  the 
immediate  prior  version  of  the  specification  of  record.  An 
accompanying  clean  version  (without  markings)  must  also  be 
supplied. 

Strike-through  and  underUning  features  are  available  in 
most,  if  not  all,  commercially  available  word  processing 
systems.  Often  times  these  features  are  located  and  activated 
through  a  "format"  menu,  which  allows  the  user  to  create  text, 
which  is  struck  through  or  underlined,  or  highlight  text  already 
presented.  In  the  latter  case,  previously  presented  text  may  be 
selected  and  strike-through  or  underlining  engaged  such  that 
the  text  is  marked  in  the  desired  fashion.  Additionally,  some 
word  processing  systems  offer  editorial  tools  that  permit  a  user 
to  automatically  "track  changes"  made  when  editing  a  docu- 
ment. These  editorial  tools  frequently  use  strike-through  as  the 
manner  in  which  to  indicate  deleted  subject  matter  and 
underlining  as  the  manner  in  which  to  indicate  added  subject 
matter.  To  clearly  identify  a  line  or  a  section  of  a  document  in 
which  changes  have  been  made,  these  editorial  tools  may  place 
a  vertical  fine  in  the  left  or  right  margin  of  the  document 


directly  adjacent  to  the  line  or  section  of  text  in  which  the 
changes  occur.  The  presence  of  such  vertical  lines  in  the  left  or 
right  margin  of  a  replacement  paragraph  or  section  of  the 
specification  or  a  marked-up  version  of  a  substitute  specifica- 
tion is  acceptable. 

Deleted  subject  matter  may  also  be  indicated  in  some 
circumstances  by  double  brackets  placed  at  the  beginning  and 
the  end  of  the  deleted  text.  Double  brackets  must  be  used  if  the 
deleted  text  would  not  be  easily  perceived  using  strike- 
through.  For  example,  changing  "4  comers"  to  "three  comers" 
should  be  indicated  by  ""three  [[4]]  comers"  rather  than  "three4 
comers"  (the  strike-through  being  obscured  by  the  horizontal 
line  in  the  "4").  Double  brackets  may  also  be  used  to  indicate 
the  deletion  of  five  or  fewer  consecutive  characters.  Altema- 
tively,  the  use  of  strike-through  and/or  underlining  to  show  the 
deletion  and/or  addition  of  punctuation  marks  or  difficult  to 
perceive  characters  may,  in  the  replacement  paragraph  or 
rewritten  claim,  encompass  portions  of  text  before  and  after  the 
punctuation  marks  or  characters.  Examples  of  typical  amend- 
ments in  the  revised  format  will  be  available  on  the  Office's 
Intemet  Web  site  {http://www.iispto.gov). 

The  prior  requirement  made  in  §§  1.121(b)(l)(ii)  and 
(b)(2)(ii)  to  provide  a  clean  form,  or  version  without  markings, 
of  a  replacement  paragraph  or  section  to  the  specification  has 
been  ehminated. 

Paragraph  (b)(4)  remains  unchanged. 

New  §  1.121(b)(5)  has  been  added  to  provide  that  once  a 
paragraph,  section,  or  specification  is  amended  in  a  first 
amendment  document,  re-presentation  of  the  amended  material 
in  subsequent  amendment  documents  is  not  necessary  unless  it 
is  amended  again  or  a  substitute  specification  is  provided. 

Paragraphs  (c)(1)  through  (c)(3)  have  been  replaced  with 
revised  §§  1.121(c)  and  (c)(1)  through  (c)(5).  Paragraph  (c)  as 
revised  provides  for  a  total  rewriting  of  a  claim  each  time  the 
claim  is  amended,  including  markings  to  show  the  changes 
being  made  relative  to  the  inmiediate  prior  version  of  the 
claim,  except  when  the  claim  is  being  canceled.  Section 
1.121(c)  also  requires  submitting  a  complete  fisting  of  all 
claims  ever  presented,  including  the  text  of  all  pending  and 
withdrawn  claims,  and  the  status  of  each  and  every  claim  in 
every  amendment  document  that  includes  an  amendment  to  the 
claims.  This  Usting,  if  entered,  replaces  all  prior  versions  of  the 
claims  in  the  application.  Inclusion  of  the  claim  status  is 
required  for  each  claim  in  each  claim  listing  and  must  be 
indicated  in  a  parenthetical  expression  following  the  claim 
number.  The  status  of  all  claims  in  the  application,  even  those 
previously  canceled  or  withdrawn,  must  be  indicated  in  the 
claim  listing. 

The  status  of  each  claim  included  in  the  claim  listing  must 
be  described  by  one  of  the  following  seven  defined  identifiers 
in  parentheses  after  the  claim  number: 

(Original):  Claim  filed  with  the  appUcation 

(Currently  amended):  Claim  being  amended  in  the  current 
amendment  document 

(Canceled):  Claim  deleted  from  the  application. 

(Withdrawn):  Claim  still  in  the  application,  but  in  a  non- 
elected  status. 

(Previously  presented):  Claim  added  or  amended  in  an 
earlier  amendment  document. 

(New):  Claim  being  added  in  the  current  amendment  docu- 
ment. 

(Not  entered):  Claim  presented  in  a  previous  amendment 
document  but  which  has  either  not  been  entered  or  the  status  of 
entry  is  unknown  to  applicant  when  a  subsequent  amendment 
to  the  claims  is  filed. 

The  status  identifier  "previously  presented"  must  be  used  in 
those  circumstances  where:  (1)  A  claim  has  been  previously 
presented  as  "new"  in  a  prior  amendment  document  and  entry 
of  the  claim  is  certain;  and  (2)  a  claim  has  been  previously 
presented  as  "currently  amended"  in  a  prior  amendment 
document.  "Previously  presented"  should  not  be  used  for  a 
claim  which  was  previously  presented  in  a  prior  amendment 
document,  most  particularly  an  after  final  amendment,  and 
entry  of  the  claim  was  denied  or  applicant  is  uncertain  at  the 
present  time  whether  or  not  the  claim  has  been  approved  for 
entry.  The  status  of  "not  entered"  should  be  used  for  such 
claims.  It  is  foreseen  that  the  latter  described  scenario  could 
occur  in  those  situations  where  a  first  after  final  amendment 
has  been  filed  and  applicant  desires  to  file  a  second  after  final 
amendment  prior  to  receiving  a  notice  of  allowance  or  an 
advisory  action  notifying  the  applicant  whether  or  not  claims 
presented  or  amended  in  the  first  after  final  amendment  have 
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been  entered.  Thus,  the  status  of  "not  entered"  should  be  used 
for  claims  which  have  not  been  approved  for  entry,  or  if  it  is 
not  known  if  they  have  been  approved  for  entry. 

Patent  Cooperation  Treaty  (PCT)  amendment  procedures 
{i.e.,  PCT  Articles  19  and  34(2)(b))  are  apphcable  during  the 
international  stage  of  an  international  application,  and  thus 
status  identifiers  are  not  to  be  used  during  the  international 
stage.  During  the  national  stage  (pursuant  to  35  U.S.C.  371), 
amendment  rules  under  §  1.121  apply  to  preliminary  and 
subsequent  amendments.  When  submitting  these  amendments 
in  national  stage,  a  claim  hsting  is  required  with  status 
identifiers  indicated  in  a  parenthetical  expression  following  the 
claim  number.  The  status  identifier  may  indicate  that  claims 
were  "original,"  "previously  presented,"  or  "canceled"  based 
on  changes  made  during  the  international  stage.  More  specifi- 
cally, in  an  amendment  under  §  1.121  in  national  stage,  the 
status  identifier  "original"  must  be  used  for  claims  that  had 
been  presented  on  or  by  the  international  filing  date  and  not 
modified  or  canceled.  The  status  identifier  "previously  pre- 
sented" must  be  used  in  any  amendment  submitted  during 
national  stage  for  all  claims  added  or  modified  under  PCT 
Articles  19  or  34  in  the  international  stage  that  were  subse- 
quently entered  in  the  national  stage.  Similarly,  the  status 
identifier  "canceled"  must  be  used  in  any  amendment  submit- 
ted during  national  stage  for  any  claims  canceled  under  an 
Article  19  or  34  amendment  in  the  international  stage  that  was 
subsequently  entered  in  the  national  stage.  If  the  amendment 
under  §  1.121  in  the  national  stage  is  making  a  change  in  a 
claim,  the  status  identifier  "currently  amended"  must  be  used 
for  that  claim. 

The  Office  will  continue  the  current  practice  of  entering  all 
previously  filed  unentered  after  final  amendments  and  amend- 
ments filed  with  a  request  for  continued  examination  (RCE) 
under  §  1.114,  unless  applicant  instructs  otherwise.  Absent 
specific  instructions  for  entry,  these  amendments  will  be 
entered  in  the  order  in  which  they  were  filed.  See  MPEP  § 
706.07(h)  (page  700-85).  The  claim  listing  in  the  most  recent 
amendment  will  be  used  as  the  current  claim  listing.  When 
applicant  submits  an  amendment  after  final  or  an  amendment 
with  an  RCE,  the  markings  in  the  text  of  the  claims  should  be 
made  relative  to  the  claims  of  the  last  entered  amendment  (or 
the  original  claims  if  no  amendments  have  been  entered). 
When  filing  an  RCE,  applicants  are  encouraged  to  present  a 
comprehensive  amendment  that  includes  all  of  the  desired 
changes  previously  presented  in  the  unentered  after  final 
amendments  along  with  specific  instructions  not  to  enter  the 
after  final  amendments. 

When  claims  are  added,  they  must  be  numbered  consecu- 
tively beginning  with  the  number  next  following  the  highest 
numbered  claim  previously  presented,  whether  entered  or  not. 
See  §  1.126.  Therefore,  the  claim  listing  in  any  after  final 
amendment,  or  amendment  filed  with  an  RCE,  should  include 
the  claim  number(s)  for  any  unentered  new  claims  submitted  in 
a  previously  filed  after  final  amendment,  the  status  identifier 
should  be  indicated  as  (not  entered)  and  the  text  of  such  claims 
must  not  be  presented.  Consecutive  unentered  claims  may  be 
aggregated  into  one  line  (e.g.,  claims  20-25  (not  entered))  in 
the  claim  listing.  If  applicant  wishes  to  represent  the  previously 
submitted  but  unentered  new  claims,  the  claim  listing  must 
include  the  new  claims  with  claim  numbers  beginning  with  the 
number  next  following  the  highest  numbered  claim  previously 
presented.  The  new  claims  must  include  the  status  identifier 
"new"  and  the  text  of  the  new  claims. 

The  Office  will  also  continue  the  current  practice  of  entering 
unentered  after  final  amendments  that  the  examiner  has  indi- 
cated would  be  entered  upon  the  filing  of  an  appeal.  Absent 
specific  instructions  for  entry,  these  amendments  will  be 
entered  in  the  orderin  which  they  were  filed.  The  claim  listing 
in  the  most  recent  amendment  will  be  used  as  the  current  claim 
listing. 

Combining  the  status  identifiers  (withdrawn)  and  (currently 
amended)  into  a  single  status  identification,  e.g.,  (withdrawn — 
currently  amended),  may  be  used  in  those  situations  where  a 
claim  has  been  previously  withdrawn  as  non-elected  but 
applicant  wishes  to  amend  the  claim  in  an  effort  to  rejoin  the 
withdrawn  (non-elected)  claim  with  the  elected  invention.  In 
all  other  situations  only  a  single  status  identifier  may  be  used. 

As  a  result  of  the  changes  to  §  1.121,  each  amendment 
document  will  be  self-contained,  as  it  sets  forth  a  complete 
listing  of  all  claims,  including  the  text  of  all  pending  claims, 
for  examination  and  provides  the  status  of  all  of  the  claims  in 
one  location  in  the  file. 

Paragraph  (c)(1)  provides  for  the  presentation  of  the  claims 
in  ascending  numerical  order.  This  prevents  the  grouping  of 


claims  by  status  (all  "new"  claims  together,  all  "currently 
amended"  claims  together,  etc.),  and  ensures  a  complete  listing 
of  all  claims  in  numerical  order,  regardless  of  status.  Consecu- 
tive "canceled"  or  "not  entered"  claims,  however,  may  be 
aggregated  (e.g.,  "Claims  1-5  (canceled)").  Further,  paragraph 
(c)(1)  requires  that  any  sheet  of  an  amendment  paper  including 
part  of  the  text  of  a  claim  shall  not  include  material  directed  to 
any  other  part  of  the  amendment  or  any  remarks  concerning 
the  claims.  In  other  words,  the  complete  listing  of  all  of  the 
claims  must  commence  on  a  separate  sheet  of  the  amendment 
document.  This  requirement  facilitates  indexing  of  the  appli- 
cation papers. 

Paragraph  (c)(2)  requires  that  markings  be  provided  in 
claims  to  show  the  addition  or  deletion  of  subject  matter. 
Added  subject  matter  must  be  shown  by  underlining.  If  any 
claim  is  being  marked-up  to  show  added  subject  matter  and  at 
least  part  of  the  added  subject  matter  is  to  be  underlined  itself 
following  entry,  then  the  subject  matter  intended  to  include 
underlining  that  is  being  added  may  be  shown  by  double 
underlining  that  part  of  the  added  text.  Deleted  subject  matter 
must  be  shown  by  striking  through  the  deleted  text  with  two 
exceptions:  (1)  For  deletion  of  five  characters  or  fewer,  double 
brackets  may  be  used  (e.g.,  [[eroor]];  and  (2)  if  strike-through 
cannot  be  easily  perceived  (e.g.,  deletion  of  the  number  "4"  or 
certain  punctuation  marks),  double  brackets  must  be  used  (e.g., 
[[4]]).  As  an  alternative  to  using  double  brackets,  however, 
extra  portions  of  text  may  be  included  before  and  after  text 
being  deleted,  all  in  strike-through,  followed  by  including  and 
underlining  the  extra  text  with  the  desired  change.  This  section 
eliminates  the  previously  accepted  use  of  equivalent  marking 
systems.  No  other  methods  of  markings  or  comparison  (other 
than  underlining,  strike-though  or  double  brackets)  are  permit- 
ted. Only  claims  of  the  status  "currently  amended,"  or  "with- 
drawn" if  also  being  amended,  shall  include  markings  showing 
changes  made.  Examples  of  typical  amendments  in  the  revised 
format  will  be  available  on  the  Office's  Internet  Web  site 
(http.V/www.  uspto.  gov) . 

Paragraph  (c)(3)  requires  that  the  current  amendment  docu- 
ment also  include  the  submission  of  a  clean  version,  i.e., 
without  any  markings  in  the  presentation  of  text,  of  all  pending 
and  withdrawn  claims  not  being  amended,  but  being  included 
as  part  of  the  claim  listing  in  the  current  amendment  document. 
The  presentation  of  a  clean  version  in  any  "original,"  "previ- 
ously presented,"  or  "withdrawn"  claim  constitutes  an  asser- 
tion that  it  has  not  been  changed  relative  to  the  immediate  prior 
version  except  to  omit  markings  that  may  have  been  present  in 
the  immediate  prior  version  of  the  claims  of  the  (current)  status 
of  withdrawn  or  previously  presented.  This  relieves  the  Office 
of  the  burden  of  cross-reading  various  versions  of  the  same 
claim  to  ensure  accuracy  of  rewritten  claims.  Any  claims  added 
by  amendment  must  be  indicated  with  the  status  of  "new," 
presented  in  clean  version,  and  shall  not  be  underlined. 

Paragraphs  (c)(4)(i)  and  (ii)  set  forth  when  claim  text  must 
not  be  presented  and  that  cancellation  of  any  claim  is  effected 
by  mere  instructions  to  cancel.  Alternatively,  identifying  the 
status  of  a  claim  in  the  complete  listing  of  all  claims  as 
"canceled"  will  constitute  an  instruction  to  cancel  the  claim. 
The  text  of  "canceled"  and  "not  entered"  claims  must  not  be 
presented;  and  these  claims  must  be  indicated  as  being  in  the 
status  of  "canceled"  or  "not  entered,"  respectively. 

Paragraph  (c)(5)  requires  that  a  claim  canceled  in  its  entirety 
can  only  be  reinstated  if  presented  as  a  new  claim  with  a  new 
claim  number. 

Paragraph  (d)  requires  that  any  drawing  changes  be  submit- 
ted in  compliance  with  §  1.84  on  replacement  sheets  as  an 
attachment  to  an  amendment  document.  An  accompanying 
detailed  explanation  of  all  of  the  changes  should  be  provided 
on  a  separate  sheet  in  the  drawing  amendments  or  remarks 
section  of  the  amendment  document.  A  marked-up  copy  of  one 
or  more  of  the  figures  being  amended,  with  annotations,  may 
also  be  included  to  provide  further  explanation  of  the  changes 
made.  The  marked-up  version  must  be  labeled  as  "Annotated 
marked-up  Drawings."  Any  amended  replacement  drawing 
sheet  should  include  all  of  the  figures  appearing  on  the 
immediate  prior  version  of  the  sheet,  even  though  only  one 
figure  may  be  amended.  The  figure  or  figure  number  of  an 
amended  drawing  should  not  be  labeled  as  "amended."  If  a 
drawing  figure  is  to  be  canceled,  the  appropriate  figure  must  be 
removed  from  the  replacement  sheet,  and  where  necessary,  the 
remaining  figures  must  be  renumbered  and  appropriate 
changes  made  to  the  brief  description  of  the  several  views  of 
the  drawings  for  consistency.  Additional  replacement  sheets 
may  be  necessary  to  show  the  renumbering  of  the  remaining 
figures.  The  replacement  sheet(s)  should  be  labeled  "Replace- 
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ment  Sheet"  in  the  page  header  (as  per  §  1.84(c))  so  as  not  to 
obstruct  any  portion  of  the  drawing  figures.  If  the  changes  are 
not  accepted  by  the  examiner,  the  appUcant  will  be  notified  and 
informed  of  any  required  corrective  action  in  the  next  Office 
action.  No  further  drawing  submission  of  the  amended  drawing 
figure(s)  by  applicant  would  be  required,  unless  applicant  is  so 
notified. 

In  order  to  bring  §  1.121(g)  into  conformity  with  earlier 
changes,  "(c)(1)"  is  changed  to  "(c)  and  (c)(1)  tkrough  (c)(5)." 

A  new  §  1.121(h)  has  been  inserted  to  require  that  each 
section  of  an  amendment  (e.g.,  amendments  to  the  claims, 
amendments  to  the  specification,  replacement  drawings,  re- 
marks) begin  on  a  separate  sheet  of  the  amendment  paper. 

Previous  §§  1.121(h),  (i),  and  (j)  have  been  redesignated  as 
§§  1.121(i),  (j),  and  (k),  respectively. 

Section  1.125 

Paragraph  (b)  has  been  revised  to  add  a  cross-reference  to  § 
1.312  to  remind  applicants  that  for  submissions  of  substitute 
specifications  filed  after  the  notice  of  allowance  has  been 
mailed  and  up  to  the  time  of  payment  of  the  issue  fee,  entry  of 
the  substitute  specification  is  not  a  matter  of  right. 

Paragraph  (c)  of  §  1.125  has  been  revised  to  require  the 
presentation  by  appficant  of  both  a  marked-up  version  of  the 
specification  (using  strike-through  or  in  some  circumstances 
double  brackets  to  indicate  deleted  subject  matter  and  under- 
lining to  indicate  added  subject  matter)  and  a  clean  version 
without  markings.  Deleted  subject  matter  must  be  shown  by 
striking  through  the  deleted  text  or,  in  some  cases,  placing 
double  brackets  at  the  beginning  and  the  end  of  the  deleted 
text.  Double  brackets  must  be  used  if  the  deleted  text  would 
not  be  easily  perceived  using  strike-through,  such  as,  the 
deletion  of  a  punctuation  mark  or  a  number.  Double  brackets 
may  also  be  used  to  indicate  the  deletion  of  five  or  fewer 
consecutive  characters.  Examples  of  typical  amendments  in  the 
revised  format  will  be  available  on  the  Office's  Internet  Web 
site  {http://www.uspto.gov). 

Section  1.173 

Current  §  1.173(b)(3)  is  being  replaced  by  §§  1.173(b)(3), 
(3)(i)  and(3)(ii)  as  a  conforming  amendment,  in  order  to 
provide  consistency  between  utiUty  and  reissue  drawing  prac- 
tice. 

Section  1.823 

Section  1.823  has  been  amended  by  revising  §  1.823(a)(1)  to 
require  that  any  sheet  including  a  part  of  a  sequence  fisting  not 
include  material  other  than  part  of  a  sequence  listing.  This 
change  is  to  facilitate  indexing  of  the  specification. 

Response  to  Comments 

The  Office  published  a  notice  proposing  changes  to  the  rules 
of  practice  to  implement  electronic  maintenance  of  official 
patent  application  records.  See  Changes  to  Implement  Elec- 
tronic Maintenance  of  Official  Patent  Application  Records,  68 
FR  14365  (Mar.  24,  2003),  1269  Off.  Gaz.  Pat.  Office  166  (Apr. 
22,  2003)  (proposed  rule).  The  Office  received  twenty  written 
comments  (from  Intellectual  Property  Organizations,  Law 
Firms,  and  Patent  Practitioners)  in  response  to  this  notice. 
Comments  generally  in  support  of  a  change  are  not  discussed. 
The  comments  and  the  Office's  responses  to  those  comments 
follow: 

Comment  1:  A  number  of  comments  questioned  if  the  Office, 
after  making  the  proposed  change  in  §  1.3,  would  continue  its 
practice  of  providing  notice  to  an  appficant,  patent  owner  or 
third  party  requester  when  a  paper  submitted  by  that  party 
constituted  a  failure  of  proper  decorum  and  courtesy. 

Response:  The  Office  wiU  continue  to  provide  written  notice 
that  a  paper  submitted  by  a  party  to  the  Office  constitutes  a 
failure  of  proper  decorum  and  courtesy.  Following  the  maifing 
of  the  written  notice,  the  paper  will  no  longer  be  retained  in  the 
pubUc  electronic  image  file  wrapper.  The  paper  version  will 
eventually  be  destroyed  under  a  NARA  approved  schedule. 
The  Office  has  also  amended  §  1.3  to  provide  that  notice  of 
non-entry  will  be  provided. 

Comment  2:  One  comment  indicated  that  there  was  no 
reasonable  basis  for  the  proposed  change  to  §  1.3. 


Response:  It  is  noted  that  following  transition  to  an  image 
file  wrapper  environment,  the  physical  paper  constituting  a 
failure  of  proper  decorum  and  courtesy  will  either  have  been 
previously  physically  destroyed  or  will  be  in  a  temporary 
storage  facility  arranged  by  date  order  of  scanning.  Therefore, 
the  Office  will  be  unable  to  provide  the  document  or,  if  the 
document  is  still  in  temporary  storage,  would  incur  urmeces- 
sary  costs  and  delays  to  provide  the  physical  paper  document. 

Comment  3:  One  comment  indicated  that  the  proposed 
change  to  §  1.9  to  add  a  new  §  1.9  (R)  should  be  revised  to 
indicate  that  a  new  §  1.9  "k"  has  been  added. 

Response:  The  comment  has  been  adopted.  The  rule  has 
been  revised  to  add  a  new  §  1.9  "k"  rather  than  a  §  1.9  (R). 

Comment  4:  As  to  §  1.14(a),  two  responses  suggested 
expanding  the  applications  that  are  available  to  the  pubUc 
without  a  petition  for  access  to  also  include  unpubfished 
pending  applications  that  are  either  incorporated  by  reference 
in  certain  documents  or  relied  upon  under  35  U.S.C.  119(e), 
120,  121  or  365  by  an  application  that  has  issued  as  a  U.S. 
patent  or  in  an  application  that  has  pubfished  as  a  statutory 
invention  registration,  or  with  effect  as  a  U.S.  application.  One 
comment  stated  that  since  almost  ninety  percent  of  pending 
U.S.  appfications  are  now  published,  there  is  no  sound  public 
policy  or  unusual  Office  burden  that  should  prevent  pubfic 
access  to  these  unpublished  pending  applications,  and  argued 
that  these  unpublished  pending  appfications  can  be  an  essential 
source  of  prosecution  history  that  is  necessary,  for  example,  to 
interpret  the  scope  of  claims  in  a  patent  that  refies  on  the 
unpublished  pending  appfication  for  fifing  date  benefit. 

Response:  The  comment  that  pending  appfications  that  are 
relied  upon  under  35  U.S.C.  119(e),  120,  121  or  365  should  be 
more  readily  available  to  the  public  has  been  adopted,  but  the 
limited  access  to  appUcafions  that  are  incorporated  by  refer- 
ence remains.  Accordingly,  proposed  §  1.14(a)(l)(v)  (which 
address  unpubfished  pending  applications)  has  been  separated 
into  §§  1.14(a)(l)(v)  (for  benefit  situations)  and  (vi)  (for 
incorporation  by  reference  or  otherwise  identified  situations). 
A  copy  of  the  application  as  originaUy  filed,  the  file  contents, 
or  any  document  in  the  file  of  an  unpublished  pending 
application  that  is  relied  upon  in  a  benefit  claim  will  be 
available  upon  written  request  pursuant  to  §  1.14(a)(l)(v).  A 
copy  of  the  application  as  originally  filed  for  an  unpublished 
pending  application  that  is  incorporated  by  reference  will  also 
be  available  upon  payment  of  the  required  fee  pursuant  to  § 
1.14(a)(l)(vi).  Thus,  these  types  of  pending  appfications  will 
continue  to  require  payment  of  a  fee  for  copies,  as  access  to 
these  appfications  is  limited.  The  Office  will  continue  to 
require  that  an  order  for  a  copy  of  the  file  contents,  or  any 
paper  in  the  file,  be  placed  with  the  Office  of  Public  Records 
(OPR)  in  order  to  reduce  the  amount  of  time  that  the 
application  is  removed  from  the  examination  process.  Of 
course,  pursuant  to  §  1.14(b),  if  the  Office  has  an  image  file 
wrapper  (IFW)  and  once  the  pubfic  inspection  utility  is 
available  to  the  pubfic,  the  public  would  be  permitted  to 
inspect  the  IFW  at  any  time,  even  when  the  application  is  in 
final  data  capture  for  issuance  of  the  application  as  a  patent. 

Comment  5:  One  comment  also  requested  clarification  as  to 
the  definition  of  "referenced."  Another  comment  indicated  that 
there  is  a  defect  with  §  1.14  in  that  it  does  not  notify  the  public 
that  the  Office  will  provide  either  a  copy  of  or  access  to  a  file 
for  an  abandoned  unpubfished  application  if  the  application 
number  for  that  abandoned  unpublished  application  is  refer- 
enced in  a  document  in  the  file  of  a  pubficly  available 
application,  such  as  in  an  IDS  in  the  pubficly  available 
application.  The  Office  should  revise  §  1.14  to  clarify  that 
point. 

Response:  In  the  final  rule,  the  term  "identified"  has  been 
used  instead  of  "referenced"  in  order  to  provide  greater  clarity. 
For  an  appfication  to  be  "identified"  there  must  be  a  reference 
to  the  appfication  in  the  published  patent  or  patent  application 
document  itself.  In  §  1.14(a)(iv),  the  following  sentence  has 
been  added:  "An  application  is  considered  to  have  been 
identified  in  a  document,  such  as  a  patent,  when  the  appfication 
number  or  serial  number  and  fifing  date,  first  named  inventor, 
title  and  filing  date  or  other  appfication  specific  information  are 
provided  in  the  text  of  the  patent,  but  not  when  the  same 
identification  is  made  in  a  paper  in  the  file  content  of  the  patent 
and  is  not  included  in  the  printed  patent  or  application 
pubfication."  As  a  result,  any  application  that  is  identified  in  a 
patent  whether  on  the  front  page  of  the  patent,  in  the  "Refer- 
ences Cited"  section,  incorporated-by-reference  in  the  specifi- 
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cation,  or  relied  upon  for  priority,  or  in  some  other  manner,  is 
available  to  the  public.  If  an  application  is  identified  in  an 
amendment  to  the  specification  of  an  application,  and  that 
amendment  is  later  canceled,  then  the  application  is  not 
identified  in  the  patent  document. 

Note  that  if  the  application  was  relied  upon  under  35  U.S.C. 
119(e)  or  120,  but  for  some  reason,  the  application  was  not 
identified  in  the  patent  application  publication  (e.g.,  the  benefit 
claim  was  made  in  a  preliminary  amendment  and  preliminary 
amendments  are  not  reflected  in  patent  application  publications 
(see  §  1.215(a))).  the  application  is  still  available  to  the  public 
because  Office  computer  records  will  show  the  benefit  claim. 

It  not  enough  that  the  application  has  been  referenced 
somewhere  in  the  file  content,  such  as  in  an  examiner's  Office 
action.  An  application  that  is  mentioned  in  an  examiner's 
Office  action  may  be  available  on  petition,  but  not  automati- 
cally by  operation  of  the  rule.  Examiners  need  to  be  able  to 
mention  copending  commonly  assigned  applications  and  to 
distinguish  the  application  that  they  are  examining  from  other 
applications  of  the  applicant,  and  the  record  needs  to  be  clear 
as  to  discussion  of  other  relevant  applications,  but  if  such  a 
discussion  also  had  the  efi"ect  of  laying  open  the  related 
applications,  then  the  Office  would  continually  be  subjected  to 
requests  to  expunge  the  record  of  allegedly  unnecessary 
references  to  other  applications. 

Comment  6:  One  comment  noted  that  proposed  new  § 
1.14(b)  states  that  "the  Office  may  at  its  discretion  provide 
access  only  to  an  electronic  copy  of  the  specification,  draw- 
ings, and  file  contents  of  the  application."  The  comment  further 
noted  that  the  proposed  rule  does  not  indicate  how  the  Office 
will  "provide  access  only  to  an  electronic  copy"  and  requested 
that  the  proposed  rule  be  revised  to  clarify  what  "access  only 
to  an  electronic  copy"  means  to  apprise  practitioners  of  what 
they  need  to  do  to  get  that  access. 

Response:  The  comment  has  not  been  adopted.  The  mecha- 
nism by  which  the  Office  will  provide  electronic  copies  is 
anticipated  to  change  rapidly  over  the  next  five  years,  and  the 
text  of  proposed  §  1.14(b)  was  chosen  to  give  the  Office 
flexibility  in  the  mechanism  in  which  electronic  access  will  be 
provided.  At  this  time,  the  Office  does  not  limit  access  for  any 
patent  applications  to  electronic  copies,  and  when  the  Office 
does  limit  such  access,  the  Office  will  explain  how  to  obtain 
such  access  on  the  Office's  Internet  Web  site  as  well  as  in  other 
documents. 

Comment  7:  Several  comments  indicated  approval  of  pro- 
posed new  §  1.14(e)  to  §  1.14.  One  comment  requested  that  the 
Office  streamline  the  global  patenting  process  by  relieving 
applicants  of  the  burden  of  having  to  place  and  track  orders  for 
certified  copies  and  then  ship  them  around  the  world  by 
relieving  applicants  who  consent  to  sharing  the  electronic  file 
of  their  applications  of  the  need  to  request  that  the  Office 
transmit  their  application  to  other  IP  offices  in  which  they  are 
claiming  priority,  by  deeming  a  priority  claim  made  in  an  IP 
office  with  which  the  Office  has  a  bilateral  agreement  as 
authorization  for  the  Office  to  transmit  the  file  to  that  IP  office 
or  provide  that  office  with  access  to  the  file. 

Response:  Pending  implementation  of  the  system  to  provide 
document  exchange,  the  revision  to  §  1.14(e)  has  been  post- 
poned. Deeming  a  priority  claim  made  in  an  IP  office  with 
which  the  Office  has  a  bilateral  agreement  as  an  authorization 
for  the  Office  to  transmit  a  file  to  that  Office  and  for  the  Office 
to  electronically  obtain  the  priority  document  is  an  excellent 
suggestion  that  the  Office  will  explore  further.  At  this  time, 
however,  the  Office  doesnot  consider  it  advisable  to  treat  a 
priority  claim  as  being  sufficient  to  permit  an  office  of 
subsequent  filing  to  "pull"  the  priority  document  from  the 
office  of  first  filing.  The  Office  prefers  to  provide  for  the  office 
of  first  filing  to  "push"  the  priority  document  to  the  office  of 
subsequent  filing  at  the  request  of  the  applicant  to  do  so.  This 
is  because  applicants  do  sometimes  inadvertently  provide  the 
wrong  application  number  in  their  priority  claim. 

Comment  8:  Another  comment  requested  that  the  Office 
create  a  process  by  which  the  applicant  provides  express 
written  consent  to  the  sharing  of  its  electronic  application  with 
other  IP  offices  as  simply  as  possible  by  allowing  the  consent 
to  be  incorporated  into  the  Application  Transmittal  as  well  as 
being  submitted  as  a  separate  paper  either  at  the  time  the 
application  is  filed  or  subsequent  thereto. 

Response:  The  proposed  changes  to  §  1.14(e)  have  been 
postponed.  The  comments  made  will  be  considered  when  the 
proposed  change  is  reconsidered.  The  Office  plans  to  make 


consent  to  share  its  electronic  application  as  simple  as  possible. 
The  Office  has  a  strong  interest  in  sharing  search  results  and 
other  information  with  other  IP  offices. 

Comment  9:  One  comment  stated  that  proposed  new  § 
1.14(e)  indicates  that  the  Office  may  share  unpublished  appli- 
cations with  other  IP  offices,  if  the  applicant  consents,  and 
presumed  that  the  Office  will  implement  a  procedure  wherein 
the  applicant  is  notified  of  an  intent  to  share  the  application 
with  the  other  IP  offices,  and  then  requires  the  applicant  to  take 
some  affirmative  action  after  notice  by  the  Office,  as  is 
proposed  in  §  1.14(f)(2)  regarding  decisions  the  Director  wants 
to  publish  for  Board  proceedings  that  are  not  otherwise  public. 

Response:  The  proposed  changes  to  §  1.14(e)  have  been 
postponed.  The  comments  made  will  be  considered  when  the 
proposed  change  is  reconsidered. 

Comment  10:  Finally,  under  §  1.14(f)(2)  (as  proposed), 
another  comment  encouraged  the  Office  to  make  any  action  or 
decision  that  involves  an  interpretation  of  patent  laws  and 
regulations  that  would  be  of  important  precedential  value 
available  to  the  public  regardless  of  whether  the  decision 
discloses  a  trade  secret  or  other  confidential  information.  The 
comment  explained  that  the  great  majority  of  applications  will 
be  available  to  the  public  by  virtue  of  a  publication  of  most 
applications  eighteen  months  after  first  filing,  and  argued  that 
the  policy  and  practice  of  applications  being  published  repre- 
sents the  rule  rather  than  the  exception.  In  the  unique  circum- 
stances where  an  action  or  decision  is  considered  to  have 
important  precedential  value,  the  comment  argued  that  the 
general  rule  of  transparency  to  the  public  should  prevail  over 
the  interests  of  confidentiality  of  an  individual  application  that 
is  not  even  available  to  most  applicants. 

In  addition  as  to  §  1.14(f)  (as  proposed),  which  indicates  that 
the  Office  may  publish  certain  decisions  of  the  BPAI,  several 
comments  on  the  proposal  stated  that  the  Director  has  authority 
for  publication  of  such  decisions  based  upon  the  Director's 
authority  specified  in  35  U.S.C.  122(a)  to  make  "information 
concerning"  patent  applications  public  in  "special  circum- 
stances as  may  be  determined  by  the  Director."  The  comments 
in  response  to  the  notice  of  proposed  rule  making  listed  one 
special  circumstance  as  an  opinion  concerning  an  application 
that  claims  the  benefit  of  a  published  application,  including  a 
published  foreign  priority  application,  but  the  comments  in 
response  to  this  proposed  change  argued  that  there  is  no  logical 
relationship  between  foreign  priority  and  a  benefit  to  the 
public,  and  that  there  is  no  logical  reason  for  the  Director  to 
treat  a  claim  to  priority  of  a  published  foreign  application  as  a 
"special  circumstance."  Another  comment  stated  that  there  is  a 
public  purpose  served  by  publication  of  BPAI  decisions,  even 
if  the  BPAI  does  not  think  those  decisions,  as  noted  in  the 
comments,  "involve  an  interpretation  of  patent  laws  or  regu- 
lations that  would  be  precedential,"  and  argued  that  the 
Director  should  state  that  any  decision  of  the  BPAI  concerning 
a  patent  application  is  a  special  circumstance  warranting 
publication  of  the  decision. 

Response:  On  reconsideration,  the  changes  proposed  in  § 
1.14(f)(1)  and  (2)  were  not  necessary  to  implement  an  image 
file  wrapper  system.  The  proposed  changes,  including  the 
public  comments  on  the  proposed  changes,  may  be  reconsid- 
ered in  the  future. 

Comment  U:  One  comment  requested  clarification  on 
whether  the  Office  intended  to  require  all  pages  of  a  paper 
submitted  to  the  Office  in  a  particular  paper  to  be  the  same  size 
{e.g.,  all  either  on  21.6  cm  by  27.9  cm  (8  1/2  by  11  inch)  or 
21.0  cm  by  29.7  cm  (DIN  size  A4)  paper)  in  proposed  § 
1.52(a)(1). 

Response:  All  papers  being  submitted  to  the  Office  should 
be  on  either  21.6  cm  bv  27.9  cm  (8  1/2  by  11  inch)  or  21.0  cm 
by  29.7  cm  (DIN  size  A4)  paper.  Rule  1.52(a)(1)  currently 
requires  all  papers  to  be  on  sheets  of  paper  being  the  same  size. 
For  example,  each  page  of  an  amendment  must  be  on  the  same 
size  paper.  This  rule  does  not,  however,  require  that  all 
corre.spondence  in  an  application  be  on  the  same  size  paper.  As 
a  result,  if  a  foreign  client  forwards  to  the  patent  practitioner 
prior  art  on  21.0  cm  by  29.7  cm  (DIN  size  A4)  paper,  a 
transmittal  letter  and  form  USPTO/SB/08  on  21.6  cm  by  27.9 
cm  (8  1/2  by  11  inch)  paper  may  be  submitted  together  with 
copies  of  the  cited  references  on  21 .0  cm  by  29.7  cm  (DIN  size 
A4)  paper  and  be  consistent  with  §  1.52. 

Comment  12:  One  comment  requested  that  either  the  Office 
change  its  practice  and  specifically  identify  what  specific 
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provision  or  provisions  of  §  1.52  were  not  complied  with  in 
making  a  decision  of  non-compliance  or  assist  applicants  in 
submitting  proper  papers  after  a  notice  has  been  mailed. 

Response:  The  Office  did  not  propose  any  changes  to  its 
practice  of  treating  papers  not  in  compliance  with  §  1.52. 
Nevertheless,  several  of  the  most  common  errors  are,  in  fact, 
described  with  particular  detail  in  notices  of  non-compliance 
mailed  by  the  Office.  Other  less  common  errors  are  more 
generally  described.  This  represents  a  balancing  of  the  need  to 
process  application  papers  in  a  timely  manner  with  the  desire 
to  assist  applicants.  Further,  when  assistance  is  timely  re- 
quested, the  Office  makes  efforts  to  assist  applicants  in 
submitting  papers. 

Comment  13:  One  comment  requested  that  §  1.52(i)  be 
liberalized  to  permit  single  line  spacing  because  the  Office 
would  no  longer  need  to  hand-enter  amendments  within  the 
electronic  files  and  because  the  current  requirement  creates 
bulky  files  for  applicants. 

Response:  This  request  cannot  be  adopted.  First,  during  the 
transition  to  an  image  file  wrapper  environment,  the  Office 
must  continue  its  current  paper-based  system  for  a  consider- 
able number  of  applications.  Second,  even  after  the  transition 
is  complete,  the  greater  than  single  line  spacing  is  useful  for 
image  processing  {e.g.,  using  optical  character  recognition 
technology).  This  is  particularly  true  for  text  including  super- 
script or  subscript  font.  Further,  the  change  would  be  incon- 
sistent with  PCT  Rule  11.9(c)  and  would  therefore  be  unde- 
sirable. 

Comment  14:  One  comment  suggested  that  the  preamble  of 
§  1.59  be  reconsidered.  It  was  suggested  that  the  Office  should 
not,  particularly  during  an  evaluation  period,  destroy  original 
(pre-  scanning)  paper  copies  of  document  to  safeguard  the 
usability  of  its  records. 

Response:  The  Office  plans  to  store  the  original  paper  copies 
for  a  period  of  time  while  the  Office  evaluates  the  effectiveness 
of  its  quality  control  and  quality  assurance  procedures.  The 
original  paper  copies  will  eventually  be  destroyed  under  a 
NARA-approved  schedule. 

Comment  15:  Several  comments  questioned  if  the  Office, 
after  making  the  proposed  change  in  §  1.59,  would  continue  its 
practice  of  providing  notice  to  an  applicant,  patent  owner  or 
third  party  requester  when  a  paper  was  expunged. 

Response:  The  Office  will  continue  to  provide  written  notice 
when  granting  a  petition  for  expungement.  Following  the 
mailing  of  the  written  notice,  the  expunged  paper  will  no 
longer  be  retained  in  the  public  electronic  image  file  wrapper. 
The  Office  has  also  amended  §  1.59  to  provide  that  notice  of 
non-entry  will  be  provided. 

Comment  16:  One  comment  requested  clarification  concern- 
ing whether  an  application's  title  is  considered  an  "other  part" 
in  proposed  §§  1.71  and  1.72  or  whether  the  title  should 
continue  to  be  provided  on  the  first  page  of  the  specification. 

Response:  The  title  of  the  invention,  if  presented  as  part  of 
the  specification  as  a  heading  on  the  front  page  of  the 
specification,  is  considered  to  be  part  of  the  specification.  See 
§  1.77(b)(1).  Therefore,  the  title  may  continue  to  be  provided 
on  the  first  page  of  the  specification. 

Comment  17:  One  comment  suggested  that  the  Office 
change  its  internal  practices  to  require  applicant's  consent  to 
making  most  substantive  changes  to  abstracts  by  revising 
MPEP  §  608.01(b). 

Response:  MPEP  §  608.01(b)  provides  that  changes  to  the 
abstract  at  allowance  are  to  be  made  by  examiner's  amend- 
ment. Procedures  for  preparing  examiner's  amendment  are  set 
forth  in  MPEP  §  1302.04.  Substantive  changes  to  the  abstract 
must  be  made  by  formal  examiner's  amendment  with  approval 
from  the  applicant.  Therefore,  the  current  practice  and  proce- 
dures are  consistent  with  the  comment. 

Comment  18:  One  comment  suggested  that  the  Office 
reconsider  its  proposal  to  eliminate  the  last  sentence  of  current 
§  1.72  and  revised  the  sentence  to  read:  "In  proceedings  within 
the  Office,  the  Abstract  shall  not  be  used  for  interpreting  the 
scope  of  the  claims,"  so  that  examiners  would  not  be  tempted 
to  rely  on  the  Abstract  to  displace  the  "broadest  reasonable 
interpretation"  of  a  claim. 


Response:  The  comment  is  not  adopted.  The  Federal  Circuit 
has  indicated  that  the  abstract  is  a  potentially  helpful  source  of 
intrinsic  evidence  in  determining  the  scope  of  the  claims.  See 
Hill-Rom  Co.  209  F3d  at  1341  n.*,  54  USPQ2d  at  1440  n.l 
(Fed.  Cir.  2000). 

Comment  19:  Several  comments  indicated  that  it  would  be 
unfair  for  the  Office  to  reduce,  by  one  day,  the  time  period  in 
§  1.97(c)  for  submission  of  an  information  disclosure  state- 
ment (IDS). 

Response:  The  Office  proposed  this  change  to  realign  when 
applicants  would  be  entitled  to  consideration  of  IDSs  in  light 
of  the  real  time  access  to  changes  in  status  information  by 
accessing  the  Office's  computer  records  via  the  PAIR.  Several 
comments  indicated  that  this  change  would  unfairly  burden 
honest  applicants  in  order  to  punish  a  small  number  of 
dishonest  ones.  In  fight  of  the  comments,  the  Office  has  not 
gone  forward  with  this  proposal.  The  Office  is  actively 
considering  a  change  in  PAIR  to  delay  the  inclusion  of  changes 
in  status  information  in  PAIR  until  the  next  business  day  after 
changes  in  status  as  an  alternative  remedy  that  would  not  be 
overly  inclusive. 

Comment  20:  One  comment  suggested  that  the  Office  permit 
submission  of  e-IDS  statements  listing  foreign  patent  docu- 
ments and  non-patent  literature. 

Response:  The  Office  has  been  investigating  how  to  expand 
the  use  of  e-IDS  to  non-U. S.  patent  documents  to  allow 
applicant  to  submit  a  broader  variety  of  listings  of  references 
and  to  allow  examiners  to  easily  retrieve  the  cited  references. 
Unfortunately,  the  Office  resources  do  not  permit  expansion  at 
this  time. 

Comment  21:  One  comment  questioned  if  the  Office,  after 
determining  that  a  paper  submitted  under  §  1.99  could  not  be 
entered,  would  notify  the  party  submitting  the  paper  that  it  was 
not  entered. 

Response:  The  Office  will  continue  its  practice  of  not 
corresponding  with  third  parties  following  publication  of  an 
application  under  35  U.S.C.  122(b),  since  the  Office's  proce- 
dures must  not  permit  third  party  protests  after  publication 
without  the  express  written  consent  of  the  applicant.  See  35 
U.S.C.  122(c). 

Comment  22:  A  number  of  comments  suggested  that  the 
Office  reduce  the  number  of  status  identifiers  required  as  part 
of  §  1.121(c).  Several  comments  stated  that  the  eleven  identi- 
fiers described  for  use  by  the  Office  were  unnecessarily 
complex,  and  having  to  use  such  a  large  number  could  lead  to 
confusion  and  errors.  Most  of  the  focus  in  the  comments  was 
on  the  identifiers  "(Reinstated — formerly  claim  ),"  "(Previ- 
ously reinstated),"  "(Re-presented — formerly  dependent 
claim)"  and  "(Previously  re-presented)."  Several  comments 
suggested  the  use  of  no  more  than  five  identifiers,  since  it  was 
felt  a  number  of  the  proposed  identifiers  might  be  overlapping 
or  redundant. 

Response:  The  comments,  for  the  most  part,  have  been 
adopted  by  the  Office.  Paragraph  (c)  is  amended  in  the  final 
rule  to  require  the  use  of  only  the  following  identifiers: 
(Original).  (New),  (Currently  amended),  (Withdrawn),  (Can- 
celed), (Not  entered)  and  (Previously  presented),  the  last  of 
which  is  inclusive  of  previously  added  and  previously 
amended  claims. 

The  use  of  appropriate  identifiers  in  the  image  file  wrapper 
environment  is  designed  to  inform  any  user  (examiner,  tech- 
nical support  staff,  applicant,  practitioner,  etc.)  of  the  current 
status  of  each  and  every  claim  in  the  appfication.  LabeUng  a 
claim  as  "new"  or  "currently  amended"  serves  the  desired 
purpose  by  providing  a  focus  on  what  is  being  added  to  the 
claims  in  the  application  via  the  current  amendment,  relative  to 
the  immediate  prior  version.  Additional  explanations  relating 
to  status  identifiers  or  classification  of  claims  into  a  particular 
status  can  be  provided  at  any  time  in  the  "Remarks"  section  of 
the  amendment  document. 

Claims  presented  for  the  first  time  in  an  amendment  after 
final  rejection  should  be  classified  with  the  status  identifier 
"new."  If  an  applicant  presents  claims  in  an  amendment  after 
final  rejection,  which  may  or  may  not  have  been  entered  by  the 
Office  prior  to  the  submission  of  a  (subsequent)  supplemental 
amendment,  a  notice  of  appeal  or  an  RCE  request,  the  second 
or  subsequent  amendment  should  classify  any  claims  presented 
for  the  first  time  in  the  second  or  subsequent  amendment  as 
"new."  Any  claims  presented  for  a  second  or  subsequent  time 
(which  were  previously  not  entered)  should  be  classified  as 
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"not  entered."  If  an  applicant  presents  new  claims  in  an 
amendment  whose  entry  status  is  unknown  (at  the  time  of 
filing  of  a  second  or  subsequent  amendment),  and  the  same 
and/or  additional  claims  are  to  be  presented  in  a  subsequently 
filed  amendment,  claim  numbers  following  the  last  used 
numbers  of  the  previously  filed  paper  must  be  employed.  See 
§  1.126.  Even  if  the  earlier  amendment  is  not  entered,  the  claim 
numbers  presented  in  the  subsequent  amendment  must  begin 
after  the  last  numbered  claim  of  the  previously  submitted 
amendment.  The  Office  will  make  modifications  to  correct  the 
claim  numbering  prior  to  allowance  once  any  unentered  papers 
have  been  approved  for  entry. 

Comment  23:  Several  comments  addressed  the  status  of 
"withdrawn"  claims  and  the  desirability  of  including  the  text  of 
these  claims  in  the  complete  claim  fisting  (set),  in  order  to 
facifitate  the  calculation  of  fees  and  relieve  the  burden  of 
searching  the  entire  file  to  locate  and  determine  claim  depen- 
dencies, etc.  Another  comment  argued  on  behalf  of  presenting 
the  claim  text  of  these  claims  in  order  to  be  able  to  present 
amendments  so  as  to  have  them  rejoined  with  the  claim(s) 
being  examined. 

Response:  The  Office  has  adopted  the  suggestion.  Paragraph 
(c)  has  been  revised  to  require  the  inclusion  of  the  text  of 
withdrawn  claims  in  the  claim  listing  (set).  Paragraph  (c)  is 
amended  to  reflect  this  change.  If  withdrawn  claims  are  being 
amended,  they  must  still  be  classified  with  the  status  identifier 
"withdrawn,"  but  may  include  markings  to  show  changes. 

Comment  24:  One  comment  proposed  that  the  Office  modify 
the  language  of  the  rule  to  provide  for  presentation  of  some 
text  that  is  to  be  deleted  from  the  specification  in  order  to  assist 
in  determining  the  exact  location  of  text  that  is  to  be  canceled. 

Response:  The  suggestion  made  in  this  comment  will  be 
permitted  in  practice  by  the  Office.  There  are  a  number  of  ways 
to  identify  the  precise  location  of  subject  matter  which  is  to  be 
deleted  from  the  specification,  such  as,  use  of  paragraph 
numbers,  page  number  and  line  number  identification:  "para- 
graph at  page  4  beginning  with  'The  apparatus  *  *  *.'". 
Paragraph  (b)(l)(i)  of  this  section  provides  that  "Amendments 
to  the  specification  may  be  made  by  submitting:  (i)  An 
instruction,  which  unambiguously  identifies  the  location  *  *  *" 
If  inclusion  of  a  few  words  of  text  is  needed  to  "unambigu- 
ously" or  uniquely  locate  the  paragraph  to  be  deleted  {e.g.,  due 
to  the  lack  of  line  numbering),  the  use  of  the  first  and/or  last 
few  words  of  the  paragraph  is  permitted. 

Comment  25:  One  comment  included  the  suggestion  that  the 
claim  fisting  not  be  required  to  present  claims  in  numerical 
order,  but  to  permit  groupings  of  claims  in  other  than  ascend- 
ing numerical  order.  The  commenter  believes  it  is  more 
important  to  an  examiner  to  have  the  claims  presented  in 
groupings  that  represent  a  logical  order,  such  as  by  subject 
matter  relationship. 

Response:  The  point  raised  by  this  comment  has  validity 
only  in  the  original  presentation  of  claims,  where  applicant  can 
control  the  groupings  of  related  claims  as  well  as  the  claim 
numbering.  In  amendment  practice,  however,  the  re-presenta- 
tion of  claims  in  a  different  order,  or  the  addition  of  new  claims 
in  an  order  other  than  numerical,  would  cause  confusion  in 
processing,  make  fee  calculations  difficult  and  possibly  result 
in  claims  being  overlooked.  There  are  many  other  aspects  of 
processing  which  a  patent  application  undergoes,  where  strict 
numerical  presentation  of  claims  is  essential. 

Comment  26:  A  number  of  comments  have  been  received 
which  oppose  the  use  of  strike-through  as  the  only  marking 
system  acceptable  to  indicate  deleted  subject  matter  in  amend- 
ments of  thespecification  and  claims.  Several  of  the  comments 
raised  the  likelihood  of  confusion  as  the  principal  argument 
against  the  use  of  strike-through,  where,  for  example,  the 
numeral  "4"  is  to  be  deleted,  or  a  punctuation  mark  is  to  be 
changed.  Others  suggested  possible  confusion  for  deletion  of 
formula  elements.  Another  noted  the  inability  of  some  word 
processing  programs  to  make  strike-through  a  permanent  part 
of  the  final  document. 

Response:  The  Office  has  decided  to  modify  the  mandatory 
requirement  of  the  use  of  strike-through  to  permit  the  use  of 
double  brackets  {i.e.,  [[  ]])  where  five  or  fewer  characters  are 
being  deleted  or  where  the  use  of  strike-through  cannot  be 
easily  perceived.  Strike-  through  will  still  be  the  required 
method  of  indicating  or  marking  text  that  is  to  be  deleted  by 
the  amendment.  Double  brackets  could  be  used,  for  example, 
when  changing  "4  comers"  to  "three  comers"  in  an  amend- 


ment document,  which  would  normally  be  perceived  with 
difficulty  if  only  strike-through  were  required.  Double  brackets 
may  also  be  used  when  deleting  five  or  fewer  characters. 

Comment  27:  One  comment  suggested  that  the  proposed 
mle  (§  1.121(b)(l)(ii))  provided  for  underlining  with  respect  to 
a  new  paragraph  being  added  to  the  specification,  while  the 
sample  amendment  (on  the  Office's  Intemet  Web  site)  did  not 
include  underlining  of  an  added  paragraph.  This  apparent 
inconsistency  could  lead  to  confusion  among  applicants  and 
practitioners. 

Response:  The  addition  of  §  1.121(b)(l)(iii)  to  the  final  mle 
clarifies  the  use  of  markings  for  added  paragraphs  in  the 
specification.  This  section  provides  that  the  full  text  of  any 
added  paragraph  to  the  specification  is  to  be  presented  without 
underlining. 

Comment  28:  Several  comments  opposed  the  requirement  of 
§  1.121(d)  that  replacement  sheets  of  drawings  complying  with 
§  1.84  be  submitted  in  an  amendment  document.  It  was  felt 
that  applicants  might  incur  an  unnecessary  expense  if  the 
drawings  were  not  approved  for  entry. 

Response:  The  suggestions  that  the  OfiBce  not  require 
replacement  sheets  of  drawings  which  com.ply  with  §  1.84 
have  not  been  adopted.  Since  the  majority  of  corrected 
drawings  are  accepted  without  requiring  further  modification, 
savings  of  time  and  resources  would  result  in  the  majority  of 
cases  if  additional  processing  is  thereby  eliminated.  In  order  to 
provide  an  accompanying  explanation  of  the  changes  being 
made,  appUcants  must  include  explanatory  comments  in  the 
remarks  section  of  the  amendment  document.  In  addition, 
applicant  may,  under  paragraph  (d)(1),  provide  a  marked-up 
drawing  with  annotations  to  show  the  changes  made.  The 
examiner  may  also  require  a  marked-up  drawing  under  para- 
graph (d)(2). 

Comment  29:  One  comment  questioned  the  current  practice 
of  retroactive  non-entry  of  papers  in  violation  of  §  10.10(b). 
The  comment  also  requested  that  papers  violating  §  10.10(b) 
be  accepted  into  the  record  and  serve  to  toll  any  time  period 
mnning  against  the  applicant  until  after  the  Ofiice  has  notified 
applicant  that  a  paper  in  the  appUcation  was  submitted  in 
violation  of  §  10.10(b).  The  same  comment  requested  that  the 
Office  only  disapprove  entry  of  papers  violating  §  10.10(b)  that 
are  submitted  after  the  Office  has  provided  a  first  notice  in  an 
application  that  papers  in  violation  of  §  10.10(b)  had  been 
submitted. 

Response:  The  Office  did  not  propose  to  revise  §  10.10(b). 
Therefore,  the  comment  was  not  germane  to  the  changes  to  the 
mles  of  practice  that  are  currently  under  consideration.  The 
Office  will  consider  the  comment,  and  may  reconsider  its 
current  practice  or  propose  revisions  to  its  mles  of  practice,  in 
the  future. 

Comment  30:  One  comment  requested  that  the  Office 
explicitly  provide  for  the  inclusion  of  a  path,  file  name,  date 
and  time  of  creation  corresponding  to  the  location  of  an 
application's  specification  on  appficant's  hard  drive  within  the 
application's  specification  or  within  some  other  document 
submitted  with  the  application. 

Response:  The  Office's  current  mles  of  practice  permit 
inclusion  of  this  material  within  the  transmittal  letter  accom- 
panying a  new  application  filing  or  an  amendment  document. 

Comment  31:  One  comment  suggested  that  the  Office  permit 
or  require  filing  in  Adobe  "pdf '  format,  preferably  preserving 
the  text  portion  as  searchable  text.  It  was  also  suggested  that 
the  Office  consider  "freezing"  the  format  of  Adobe  used  in 
order  to  prevent  increased  costs. 

Response:  The  Ofiice  is  exploring  the  business  implications 
of  accepting  information  submitted  in  an  Adobe  "pdf"  format, 
and  is  assessing  the  legal,  business,  and  technical  issues  of 
permitting  applications  to  be  filed  in  this  format. 

Comment  32:  An  inquiry  concerning  data  security  was 
received. 

Response:  Efforts  to  safeguard  data  security  are  not  germane 
to  this  mle  making  and  will  be  discussed  by  separate  docu- 
ment. 

Comment  33:  One  comment  inquired  how  the  Office  was 
planning  to  safeguard  against  facilitating  identity  theft  when  it 
posts  images  of  application  data  on  line. 
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Response:  The  image  file  wrapper  of  an  issued  patent  or 
published  patent  application  including  any  signatures  included 
therein  is  a  public  document  that  the  Office  intends  to  make 
publicly  available.  The  Office  plans  to  make  these  records 
available  for  public  inspection  over  the  Internet  by  October 
2004.  While  the  Office  is  actively  considering  adopting  elec- 
tronic signatures,  there  is  currently  no  special  efforts  to 
safeguard  the  signatures  included  in  the  image  file  wrapper  of 
applications  that  are  currently  pending  or  any  of  the  signatures 
submitted  in  applications  filed  after  a  rule  change  to  permit 
electronic  signatures.  It  is  also  noted  that  image  copies  of  any 
publicly  available  patent  application  or  patent  file  are  already 
available  from  a  number  of  private  sector  vendors.  Therefore, 
the  Office's  plan  to  make  the  image  file  wrapper  of  patents  and 
published  applications  available  for  public  inspection  over  the 
Internet  does  not  increase  the  risk  of  identity  theft. 

Rule  Making  Considerations 

Administrative  Procedure  Act 

This  notice  adopts  changes  to  the  rules  of  practice  that 
facilitate  electronic  image  record  management  of  patent  appli- 
cation files  to  support  the  beginning-to-end  electronic  process- 
ing of  patent  applications.  The  changes  are  limited  to  the 
format  for  and  the  manner  of  making  amendments  to  patent 
applications,  the  handling  of  patent  applications  and  other 
papers  within  the  Office  and  the  manner  of  fifing  information 
disclosure  statements.  Accordingly,  this  final  rule  involves 
rules  of  agency  practice  and  procedure  under  5  U.S.C. 
553(b)(A).  See  Bachow  Communications  Inc.  v.  FCC,  237  F.3d 
683,  690  (D.C.  Cir.  2001).  Accordingly,  this  final  rule  may  be 
adopted  without  prior  notice  and  opportunity  for  public  com- 
ment under  5  U.S.C.  553(b)  and  (c),  or  thirty-day  advance 
publication  under  5  U.S.C.  553(d). 

Regulatory  Flexibility  Act 

As  prior  notice  and  an  opportunity  for  public  comment  are 
not  required  pursuant  to  5  U.S.C.  553  (or  any  other  law),  the 
analytical  requirements  of  the  Regulatory  Flexibility  Act  (5 
U.S.C.  601  et  seq.  are  inapplicable.  As  such,  the  regulatory 
flexibility  analysis  is  not  required,  and  none  has  been  provided. 
See  5  U.S.C.  603. 

Executive  Order  13132 

This  rule  making  does  not  contain  policies  with  federalism 
implications  sufficient  to  warrant  preparation  of  a  Federalism 
Assessment  under  Executive  Order  13132  (Aug.  4,  1999). 

Executive  Order  12866 

This  rule  making  has  been  determined  to  be  not  significant 
for  purposes  of  Executive  Order  12866  (Sept.  30,  1993). 

Paperwork  Reduction  Act 

This  rule  making  involves  information  collection  require- 
ments which  are  subject  to  review  by  the  Office  of  Manage- 
ment and  Budget  (0MB)  under  the  Paperwork  Reduction  Act 
of  1995  (44  U.S.C.  3501  et  seq.).  The  collections  of  informa- 
tion involved  in  this  final  rule  have  been  reviewed  and 
previously  approved  by  0MB  under  the  following  control 
numbers  0651-0021,  0651-0031,  0651-0032  and  0651-0033. 
The  United  States  Patent  and  Trademark  Office  is  not  resub- 
mitting an  information  collection  package  to  OMB  for  its 
review  and  approval  because  the  changes  in  this  proposed  rule 
would  not  affect  the  information  collection  requirements  asso- 
ciated with  the  information  collection  under  OMB  control 
numbers  0651-0021,  0651-0031,  0651-0032  and  0651-  0033. 

The  title,  description  and  respondent  description  of  each  of 
the  information  collections  is  shown  below  with  an  estimate  of 
the  annual  reporting  burdens.  Included  in  the  estimate  is  the 
time  for  reviewing  instructions,  gathering  and  maintaining  the 
data  needed,  and  completing  and  reviewing  the  collection  of 
information.  The  principal  impacts  of  the  changes  in  this 
proposed  rule  are  to  (1)  expressly  provide  for  the  electronic 
submission  of  an  information  disclosure  statement;  (2)  provide 
for  a  slight  change  in  the  format  of  an  application  being  filed 
in  order  to  accommodate  for  the  scanning  and  indexing  of 
different  sections  of  the  application  file;  and  (3)  provide  for  a 


change  in  the  manner  of  making  amendments  to  an  apphcation 
consistent  with  the  Office's  efforts  to  establish  a  patent 
electronic  image  management  system. 

OMB  Number:  0651-0021. 

Title:  Patent  Cooperation  Treaty. 

Form  Numbers:  PCT/RO/101,  ANNEX/134,  ANNEX/144, 
PTO-1382.  PCT/IPEA/  401,  PCT/IB/328,  PT0/SB/61/PCT, 
PTO/SB/64/PCT 

Type  of  Review:  Approved  through  December  of  2003. 

Affected  Pubhc:  Individuals  or  Households,  Business  or 
Other  For-  Profit,  Federal  Agencies  or  Employees,  Not-for- 
Profit  Institutions,  Small  Businesses  or  Organizations,  Fanns, 
and  State,  Local  or  Tribal  Government. 

Estimated  Number  of  Respondents:  331,407. 

Estimated  Time  Per  Response:  0.25  (15  minutes)  to  4.0  (4 
hours). 

Estimated  Total  Annual  Burden  Hours:  401,202  hours. 

Needs  and  Uses:  The  information  collected  is  required  by 
the  Patent  Cooperation  Treaty  (PCT).  The  general  purpose  of 
the  PCT  is  to  simplify  the  filing  of  patent  applications  on  the 
same  invention  in  different  countries.  It  provides  for  a  central- 
ized filing  procedure  and  a  standardized  application  format. 

OMB  Number:  0651-0031. 

Title:  Patent  Processing  (Updating). 

Form  Numbers:  PTO/SB/08A,  PTO/SB/08B,  PTO/SB/21- 
27,  PTO/SB/30-32.  PTO/SB/35-37,  PTO/SB/42-43,  PTO/SB/ 
61-64,  PTO/SB/67-68,  PTO/SB/91-92,  PTO/SB/96-97,  PTO- 
2053-A/B.  PTO-2054-A/B,  PTO-2055-A/B. 

Type  of  Review:  Currently  under  review. 

Affected  Public:  Individuals  or  Households,  Business  or 
Other  For-  Profit  Institutions,  Not-for-Profit  Institutions  and 
Federal  Government. 

Estimated  Number  of  Respondents:  2,247,270. 

Estimated  Time  Per  Response:  1  minute  and  48  seconds  to 
4  hours. 

Estimated  Total  Annual  Burden  Hours:  1,021,822  hours. 

Needs  and  Uses:  During  the  processing  for  an  application 
for  a  patent,  the  applicant/agent  may  be  required  or  desire  to 
submit  additional  information  to  the  United  States  Patent  and 
Trademark  Office  concerning  the  examination  of  a  specific 
application.  The  specific  information  required  or  which  may  be 
submitted  includes:  Information  Disclosure  Statements;  Sub- 
mission of  priority  documents  and  Amendments. 

OMB  Number:  0651-0032. 

Title:  Initial  Patent  Application. 

Form  Number:  PTO/SB/01-07,  PT0/SB/13PCT,  PTO/SB/ 
16-19,  PTO/SB/29,  PTO/SB/101-110. 

Type  of  Review:  Currently  under  review. 

Affected  Public:  Individuals  or  Households,  Business  or 
Other  For-  Profit  Institutions,  Not-For-Profit  Institutions, 
Farms,  Federal  Government,  and  State,  Local,  or  Tribal  Gov- 
ernments. 

Estimated  Number  of  Respondents:  319,350. 

Estimated  Time  Per  Response:  24  minutes  to  10  hours  and 
45  minutes. 

Estimated  Total  Annual  Burden  Hours:  2,984,360  hours. 

Needs  and  Uses:  The  purpose  of  this  information  collection 
is  to  permit  the  Office  to  determine  whether  an  application 
meets  the  criteria  set  forth  in  the  patent  statute  and  regulations. 
The  standard  Fee  Transmittal  form.  New  Utility  Patent  Appli- 
cation Transmittal  form.  New  Design  Patent  Application 
Transmittal  form.  New  Plant  Patent  Application  Transmittal 
forai,  Declaration,  Provisional  Application  Cover  Sheet,  and 
Plant  Patent  Application  Declaration  will  assist  applicants  in 
complying  with  the  requirements  of  the  patent  statute  and 
regulations,  and  will  further  assist  the  Office  in  processing  and 
examination  of  the  application. 

OMB  Number:  0651-0033. 

Title:  Post  Allowance  and  Refiling. 

Form  Numbers:  PTO/SB/44,  PTO/SB/50-51,  PTO/SB/51S, 
PTO/SB/52-53,  PTO/SB/55-58,  PTOL-85B. 

Type  of  Review:  Approved  through  January  of  2004. 

Affected  Public:  Individuals  or  Households,  Business  or 
Other  For-  Profit  Institutions,  Not-For-Profit  Institutions, 
Farms,  State,  Local  and  Tribal  Governments,  and  Federal 
Government. 

Estimated  Number  of  Respondents:  205,480. 

Estimated  Time  Per  Response:  2  minutes  to  2  hours. 

Estimated  Total  Annual  Burden  Hours:  63,640  hours. 
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Needs  and  Uses:  This  collection  of  information  is  required 
to  administer  the  patent  laws  pursuant  to  Title  35,  U.S.C., 
concerning  the  issuance  of  patents  and  related  actions  includ- 
ing correcting  errors  in  printed  patents,  refiling  of  patent 
apphcations,  requesting  reexamination  of  a  patent,  and  re- 
questing a  reissue  patent  to  correct  an  error  in  a  patent.  The 
affected  public  includes  any  individual  or  institution  whose 
application  for  a  patent  has  been  allowed  or  who  takes  action 
as  covered  by  the  applicable  rules. 

Comments  are  invited  on:  (1)  Whether  the  collection  of 
information  is  necessary  for  proper  performance  of  the  func- 
tions of  the  agency;  (2)  the  accuracy  of  the  agency's  estimate 
of  the  burden;  (3)  ways  to  enhance  the  quality,  utility,  and 
clarity  of  the  information  to  be  collected;  and  (4)  ways  to 
minimize  the  burden  of  the  collection  of  information  to 
respondents. 

Interested  persons  are  requested  to  send  comments  regard- 
ing these  information  collections,  including  suggestions  for 
reducing  this  burden,  to  Robert  J.  Spar,  Director,  Office  of 
Patent  Legal  Administration,  Commissioner  for  Patents,  P.O. 
Box  1450,  Alexandria,  VA  22313-1450,  or  to  the  Office  of 
Information  and  Regulatory  Affairs,  OMB,  725  17th  Street, 
NW.,  Washington.  DC  20503,  (Attn:  PTO  Desk  Officer). 

Notwithstanding  any  other  provision  of  law,  no  person  is 
required  to  respond  to  nor  shall  a  person  be  subject  to  a  penalty 
for  failure  to  comply  with  a  collection  of  information  subject  to 
the  requirements  of  the  Paperwork  Reduction  Act  unless  that 
collection  of  information  displays  a  currently  valid  OMB 
control  number. 

List  of  Subjects  in  37  CFR  Part  1 

Administrative  practice  and  procedure,  Courts,  Freedom  of 
Information,  Inventions  and  patents.  Reporting  and  record- 
keeping requirements,  Small  Businesses. 

•  For  the  reasons  set  forth  in  the  preamble,  37  CFR  part  1  is 
amended  as  follows: 

PART  1— RULES  OF  PRACTICE  IN  PATENT  CASES 

■  1 .  The  authority  citation  for  37  CFR  part  1  continues  to  read 
as  follows: 

Authority:  35  U.S.C.  2(b)(2). 

■  2.  Section  1.3  is  revised  to  read  as  follows: 

§  1.3  Business  to  be  conducted  with  decorum  and  courtesy. 

Applicants  and  their  attorneys  or  agents  are  required  to 
conduct  their  business  with  the  United  States  Patent  and 
Trademark  Office  with  decorum  and  courtesy.  Papers  presented 
in  violation  of  this  requirement  will  be  submitted  to  the 
Director  and  will  not  be  entered.  A  notice  of  the  non-entry  of 
the  paper  will  be  provided.  Complaints  against  examiners  and 
other  employees  must  be  made  in  correspondence  separate 
from  other  papers. 

■  3.  Section  1.9  is  amended  by  adding  paragraph  (k)  to  read  as 
follows: 

§  1.9  Definitions. 

(k)  Paper  as  used  in  this  chapter  means  a  document  that  may 
exist  in  electronic  form,  or  in  physical  form,  and  therefore  does 
not  necessarily  imply  physical  sheets  of  paper. 

"  4.  Section  1.14  is  revised  to  read  as  follows: 

§  1.14  Patent  applications  preserved  in  confidence. 

(a)  Confidentiality  of  patent  application  information.  Patent 
applications  that  have  not  been  pubhshed  under  35  U.S.C. 
122(b)  are  generally  preserved  in  confidence  pursuant  to  35 
U.S.C.  122(a).  Information  concerning  the  filing,  pendency,  or 
subject  matter  of  an  application  for  patent,  including  status 
information,  and  access  to  the  application,  will  only  be  given 
to  the  pubUc  as  set  forth  in  §  1 . 1 1  or  in  this  section. 

(1)  Records  associated  with  patent  apphcations  (see  para- 
graph (g)  for  international  applications)  may  be  available  in  the 
following  situations: 


(i)  Patented  applications  and  statutory  invention  registra- 
tions. The  file  of  an  application  that  has  issued  as  a  patent  or 
pubhshed  as  a  statutory  invention  registration  is  available  to 
the  public  as  set  forth  in  §  1.11(a).  A  copy  of  the  patent 
application-as-filed,  the  file  contents  of  the  application,  or  a 
specific  document  in  the  file  of  such  an  apphcation  may  be 
provided  upon  request  and  payment  of  the  appropriate  fee  set 
forth  in  §  1.19(b). 

(ii)  Published  abandoned  applications.  The  file  of  an 
abandoned  application  that  has  been  published  as  a  patent 
application  publication  is  available  to  the  pubhc  as  set  forth  in 
§  1.11(a).  A  copy  of  the  application-as-filed,  the  file  contents  of 
the  published  application,  or  a  specific  document  in  the  file  of 
the  published  application  may  be  provided  to  any  person  upon 
request,  and  payment  of  the  appropriate  fee  set  forth  in  § 
1.19(b). 

(iii)  Published  pending  applications.  A  copy  of  the  applica- 
tion-as-filed, the  file  contents  of  the  application,  or  a  specific 
document  in  the  file  of  a  pending  application  that  has  been 
published  as  a  patent  application  publication  may  be  provided 
to  any  person  upon  request,  and  payment  of  the  appropriate  fee 
set  forth  in  §  1.19(b).  If  a  redacted  copy  of  the  application  was 
used  for  the  patent  application  publication,  the  copy  of  the 
specification,  drawings,  and  papers  may  be  limited  to  a 
redacted  copy.  The  Office  will  not  provide  access  to  the  paper 
file  of  a  pending  apphcation  that  has  been  published,  except  as 
provided  in  paragraph  (c)  or  (h)  of  this  section. 

(iv)  Unpublished  abandoned  applications  (including  provi- 
sional applications)  that  are  identified  or  relied  upon.  The  file 
contents  of  an  unpublished,  abandoned  application  may  be 
made  available  to  the  public  if  the  apphcation  is  identified  in  a 
U.S.  patent,  a  statutory  invention  registration,  a  U.S.  patent 
application  pubhcation,  or  an  international  patent  apphcation 
publication  of  an  international  application  that  was  published 
in  accordance  with  PCT  Article  21(2).  An  apphcation  is 
considered  to  have  been  identified  in  a  document,  such  as  a 
patent,  when  the  application  number  or  serial  number  and 
fiUng  date,  first  named  inventor,  title  and  filing  date  or  other 
application  specific  information  are  provided  in  the  text  of  the 
patent,  but  not  when  the  same  identification  is  made  in  a  paper 
in  the  file  contents  of  the  patent  and  is  not  included  in  the 
printed  patent.  Also,  the  file  contents  may  be  made  available  to 
the  public,  upon  a  written  request,  if  benefit  of  the  abandoned 
application  is  claimed  under  35  U.S.C.  119(e),  120,  121,  or  365 
in  an  application  that  has  issued  as  a  U.S.  patent,  or  has 
pubhshed  as  a  statutory  invention  registration,  a  U.S.  patent 
application  publication,  or  an  international  patent  apphcation 
that  was  published  in  accordance  with  PCT  Article  21(2).  A 
copy  of  the  application-as-filed,  the  file  contents  of  the 
application,  or  a  specific  document  in  the  file  of  the  application 
may  be  provided  to  any  person  upon  written  request,  and 
payment  of  the  appropriate  fee  (§  1.19(b)). 

(v)  Unpublished  pending  applications  (including  provi- 
sional applications)  whose  benefit  is  claimed.  A  copy  of  the  file 
contents  of  an  unpubhshed  pending  apphcation  may  be  pro- 
vided to  any  person,  upon  written  request  and  payment  of  the 
appropriate  fee  (§  1.19(b)),  if  the  benefit  of  the  apphcation  is 
claimed  under  35  U.S.C.  119(e),  120,  121,  or  365  in  an 
application  that  has  issued  as  a  U.S.  patent,  an  application  that 
has  published  as  a  statutory  invention  registration,  a  U.S. 
patent  application  publication,  or  an  international  patent  appli- 
cation publication  that  was  published  in  accordance  with  PCT 
Article  21(2).  A  copy  of  the  application-as-filed,  or  a  specific 
document  in  the  file  of  the  pending  apphcation  may  also  be 
provided  to  any  person  upon  written  request,  and  payment  of 
the  appropriate  fee  (§  1.19(b)).  The  Office  wiU  not  provide 
access  to  the  paper  file  of  a  pending  application,  except  as 
provided  in  paragraph  (c)  or  (h)  of  this  section. 

(vi)  Unpublished  pending  applications  (including  provi- 
sional applications)  that  are  incorporated  by  reference  or 
otherwise  identified.  A  copy  of  the  application  as  originally 
filed  of  an  unpublished  pending  application  may  be  provided  to 
any  person,  upon  written  request  and  payment  of  the  appro- 
priate fee  (§  1.19(b)),  if  the  application  is  incorporated  by 
reference  or  otherwise  identified  in  a  U.S.  patent,  a  statutory 
invention  registration,  a  U.S.  patent  apphcation  publication,  or 
an  international  patent  apphcation  pubhcation  that  was  pub- 
lished in  accordance  with  PCT  Article  21(2).  The  Office  will 
not  provide  access  to  the  paper  file  of  a  pending  application, 
except  as  provided  in  paragraph  (c)  or  (h)  of  this  section. 

(vii)  When  a  petition  for  access  or  a  power  to  inspect  is 
required.  Apphcations  that  were  not  published  or  patented,  that 
are  not  the  subject  of  a  benefit  claim  under  35  U.S.C.  119(e), 
120,  121,  or  365  in  an  application  that  has  issued  as  a  U.S. 
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patent,  an  application  that  has  published  as  a  statutory  inven- 
tion registration,  a  U.S.  patent  application  publication,  or  an 
international  patent  application  publication  that  was  published 
in  accordance  with  PCT  Article  21(2),  or  are  not  identified  in 
a  U.S.  patent,  a  statutory  invention  registration,  a  U.S.  patent 
application  publication,  or  an  international  patent  application 
that  was  published  in  accordance  with  PCT  Article  21(2),  are 
not  available  to  the  public.  If  an  application  is  identified  in  the 
file  contents  of  another  application,  but  not  the  published 
patent  application  or  patent  itself,  a  granted  petition  for  access 
(see  paragraph  (h)),  or  a  power  to  inspect  (see  paragraph  (c))  is 
necessary  to  obtain  the  application,  or  a  copy  of  the  applica- 
tion. 

(2)  Information  concerning  a  patent  application  may  be 
communicated  to  the  public  if  the  patent  application  is  identi- 
fied in  paragraphs  (a)(l)(i)  through  (a)(l)(vi)  of  this  section. 
The  information  that  may  be  communicated  to  the  public  {i.e.. 
status  information)  includes: 

(i)  Whether  the  application  is  pending,  abandoned,  or 
patented; 

(ii)  Whether  the  application  has  been  published  under  35 
U.S.C.  122(b); 

(iii)  The  application  "numerical  identifier"  which  may  be: 

(A)  The  eight-digit  application  number  (the  two-digit  series 
code  plus  the  six-digit  serial  number);  or 

(B)  The  six-digit  serial  number  plus  any  one  of  the  filing 
date  of  the  national  application,  the  international  filing  date,  or 
date  of  entry  into  the  national  stage;  and 

(iv)  Whether  another  application  claims  the  benefit  of  the 
application  (i.e.,  whether  there  are  any  applications  that  claim 
the  benefit  of  the  filing  date  under  35  U.S.C.  119(e),  120.  121 
or  365  of  the  application),  and  if  there  are  any  such  applica- 
tions, the  numerical  identifier  of  the  application,  the  specified 
relationship  between  the  applications  {e.g.,  continuation), 
whether  the  application  is  pending,  abandoned  or  patented,  and 
whether  the  application  has  been  published  under  35  U.S.C. 
122(b). 

(b)  Electronic  access  to  an  application.  Where  a  copy  of  the 
application  papers  or  access  to  the  application  may  be  made 
available  pursuant  to  paragraphs  (a)(l)(i)  through  (a)(l)(vi)  of 
this  section,  the  Office  may  at  its  discretion  provide  access  to 
only  an  electronic  copy  of  the  specification,  drawings,  and  file 
contents  of  the  application. 

(c)  Power  to  inspect  a  pending  or  abandoned  application. 
Access  to  an  application  may  be  provided  to  any  person  if  the 
application  file  is  available,  and  the  application  contains 
written  authority  {e.g.,  a  power  to  inspect)  granting  access  to 
such  person.  The  written  authority  must  be  signed  by: 

(1)  An  applicant; 

(2)  An  attorney  or  agent  of  record; 

(3)  An  authorized  official  of  an  assignee  of  record  (made  of 
record  pursuant  to  §  3.71  of  this  chapter);  or 

(4)  A  registered  attorney  or  agent  named  in  the  papers 
accompanying  the  application  papers  filed  under  §  1.53  or  the 
national  stage  documents  filed  under  §  1.495,  if  an  executed 
oath  or  declaration  pursuant  to  §  1 .63  or  §  1 .497  has  not  been 
filed. 

(d)  Applications  reported  to  Department  of  Energy.  Appli- 
cations for  patents  which  appear  to  disclose,  purport  to  disclose 
or  do  disclose  inventions  or  discoveries  relating  to  atomic 
energy  are  reported  to  the  Department  of  Energy,  which 
Department  will  be  given  access  to  the  applications.  Such 
reporting  does  not  constitute  a  determination  that  the  subject 
matter  of  each  application  so  reported  is  in  fact  useful  or  is  an 
invention  or  discovery,  or  that  such  application  in  fact  dis- 
closes subject  matter  in  categories  specified  by  42  U.S.C. 
2181(c)  and  (d). 

(e)  Decisions  by  the  Director  or  the  Board  of  Patent  Appeals 
and  Interferences.  Any  decision  by  the  Director  or  the  Board  of 
Patent  Appeals  and  Interferences  which  would  not  otherwise 
be  open  to  public  inspection  may  be  published  or  made 
available  for  public  inspection  if: 

(1)  The  Director  believes  the  decision  involves  an  interpre- 
tation of  patent  laws  or  regulations  that  would  be  of  preceden- 
tial value;  and 

(2)  The  applicant,  or  a  party  involved  in  an  interference  for 
which  a  decision  was  rendered,  is  given  notice  and  an 
opportunity  to  object  in  writing  within  two  months  on  the 
ground  that  the  decision  discloses  a  trade  secret  or  other 
confidential  information.  Any  objection  must  identify  the 
deletions  in  the  text  of  the  decision  considered  necessary  to 
protect  the  information,  or  explain  why  the  entire  decision 
must  be  withheld  from  the  public  to  protect  such  information. 
An  applicant  or  party  will  be  given  time,  not  less  than  twenty 


days,  to  request  reconsideration  and  seek  court  review  before 
any  portions  of  a  decision  are  made  public  under  this  para- 
graph over  his  or  her  objection. 

(f)  Publication  pursuant  to  §  1.47.  Information  as  to  the 
filing  of  an  application  will  be  published  in  the  Official  Gazette 
in  accordance  with  §  1.47(c). 

(g)  International  applications.  (1)  Copies  of  international 
application  files  for  international  applications  which  designate 
the  U.S.  and  which  have  been  published  in  accordance  with 
PCT  Article  21(2),  or  copies  of  a  document  in  such  application 
files,  will  be  furnished  in  accordance  with  PCT  Articles  30  and 
38  and  PCT  Rules  94.2  and  94.3,  upon  written  request 
including  a  showing  that  the  publication  of  the  application  has 
occurred  and  that  the  U.S.  was  designated,  and  upon  payment 
of  the  appropriate  fee  (see  §  1.19(b)),  if: 

(i)  With  respect  to  the  Home  Copy  (the  copy  of  the 
international  application  kept  by  the  Office  in  its  capacity  as 
the  Receiving  Office,  see  PCT  Article  12(1)),  the  international 
application  was  filed  with  the  U.S.  Receiving  Office; 

(ii)  With  respect  to  the  Search  Copy  (the  copy  of  the 
international  application  kept  by  the  Office  in  its  capacity  as 
the  International  Searching  Authority,  see  PCT  Article  12(1)), 
the  U.S.  acted  as  the  International  Searching  Authority;  or 

(iii)  With  respect  to  the  Examination  Copy  (the  copy  of  an 
international  application  kept  by  the  Office  in  its  capacity  as 
the  International  Preliminary  Examining  Authority),  the  United 
States  acted  as  the  International  Preliminary  Examining  Au- 
thority, an  International  Preliminary  Examination  Report  has 
issued,  and  the  United  States  was  elected. 

(2)  A  copy  of  an  English  language  translation  of  a  publica- 
tion of  an  international  patent  application  which  has  been  filed 
in  the  United  States  Patent  and  Trademark  Office  pursuant  to 
35  U.S.C.  154(2)(d)(4)  will  be  furnished  upon  written  request 
including  a  showing  that  the  publication  of  the  application  in 
accordance  with  PCT  Article  21(2)  has  occurred  and  that  the 
U.S.  was  designated,  and  upon  payment  of  the  appropriate  fee 
(§  1.19(b)(4)). 

(3)  Access  to  international  application  files  for  international 
appHcations  which  designate  the  U.S.  and  which  have  been 
published  in  accordance  with  PCT  Article  21(2),  or  copies  of  a 
document  in  such  application  files,  will  be  permitted  in 
accordance  with  PCT  Articles  30  and  38  and  PCT  Rules  94.2 
and  94.3,  upon  written  request  including  a  showing  that  the 
publication  of  the  application  has  occurred  and  that  the  U.S. 
was  designated. 

(4)  In  accordance  with  PCT  Article  30,  copies  of  an 
international  application-as-filed  under  paragraph  (a)  of  this 
section  will  not  be  provided  prior  to  the  international  publica- 
tion of  the  application  pursuant  to  PCT  Article  21(2). 

(5)  Access  to  international  application  files  under  paragraphs 
(a)(l)(i)  through  (a)(l)(vi)  and  (h)(3)  of  this  section  will  not  be 
permitted  with  respect  to  the  Examination  Copy  in  accordance 
with  PCT  Article  38. 

(h)  Access  or  copies  in  other  circumstances.  The  Office, 
either  sua  sponte  or  on  petition,  may  also  provide  access  or 
copies  of  all  or  part  of  an  application  if  necessary  to  carry  out 
an  Act  of  Congress  or  if  warranted  by  other  special  circum- 
stances. Any  petition  by  a  member  of  the  public  seeking  access 
to,  or  copies  of,  all  or  part  of  any  pending  or  abandoned 
application  preserved  in  confidence  pursuant  to  paragraph  (a) 
of  this  section,  or  any  related  papers,  must  include: 

(1)  The  fee  set  forth  in  §  1.17(h);  and 

(2)  A  showing  that  access  to  the  application  is  necessary  to 
carry  out  an  Act  of  Congress  or  that  special  circumstances  exist 
which  warrant  petitioner  being  granted  access  to  all  or  part  of 
the  application. 

•  5.  Section  1.17  is  amended  by  revising  paragraph  (h)  to  read 
as  follows: 

§  1.17  Patent  application  and  reexamination  processing 
fees. 

(h)  For  filing  a  petition  under  one  of  the  following  sections 
which  refers  to  this  paragraph:  $130.00. 

§  1.12 — for  access  to  an  assignment  record. 

§  1.14 — for  access  to  an  application. 

§  1 .47 — for  filing  by  other  than  all  the  inventors  or  a  person  not 
the  inventor. 
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§  1.53(e) — to  accord  a  filing  date. 

§  1.59 — for  expungement  of  information. 

§  1.84 — for  accepting  color  drawings  or  photographs. 

§  1.91 — for  entry  of  a  model  or  exhibit. 

§  1.102 — to  make  an  application  special. 

§  1.103(a) — to  suspend  action  in  an  apphcation. 

§  1.138(c) — to  expressly  abandon  an  application  to  avoid 
publication. 

§  1.182 — for  decision  on  a  question  not  specifically  provided 
for. 

§  1.183 — to  suspend  the  rules. 

§  1 .295 — for  review  of  refusal  to  pubhsh  a  statutory  invention 
registration. 

§  1.313 — to  withdraw  an  application  from  issue. 

§  1.314 — to  defer  issuance  of  a  patent. 

§  1.377 — for  review  of  decision  refusing  to  accept  and  record 
payment  of  a  maintenance  fee  filed  prior  to  expiration  of  a 
patent. 

§  1.378(e) — for  reconsideration  of  decision  on  petition  refus- 
ing to  accept  delayed  payment  of  maintenance  fee  in  an 
expired  patent. 

§  1 .644(e) — for  petition  in  an  interference. 

§  1.644(f) — for  request  for  reconsideration  of  a  decision  on 
petition  in  an  interference. 

§  1.666(b) — for  access  to  an  interference  settlement  agree- 
ment. 

§  1.666(c) — for  late  filing  of  interference  settlement  agree- 
ment. 

§  1.741(b) — to  accord  a  filing  date  to  an  application  under 

§  1.740  for  extension  of  a  patent  term. 

§  5.12 — for  expedited  handling  of  a  foreign  fifing  license. 

§  5.15 — for  changing  the  scope  of  a  license. 

§  5.25 — for  retroactive  license. 

§  104.3 — for  waiver  of  a  rule  in  Part  104  of  this  title. 

***** 

■  6.  Section  1.52  is  amended  by  revising  paragraphs  (a)  and  (b) 
to  read  as  follows: 

§  1.52  Language,  paper,  writing,  margins,  compact  disc 
specifications. 

(a)  Papers  that  are  to  become  a  part  of  the  permanent 
United  States  Patent  and  Trademark  Office  records  in  the  file 
of  a  patent  application  or  a  reexamination  proceeding. 

(1)  All  papers,  other  than  drawings,  that  are  submitted  on 
paper  or  by  facsimile  transmission,  and  are  to  become  a  part  of 
the  permanent  United  States  Patent  and  Trademark  Office 
records  in  the  file  of  a  patent  application  or  reexamination 
proceeding,  must  be  on  sheets  of  paper  that  are  the  same  size, 
not  permanently  bound  together,  and: 

(i)  Rexible,  strong,  smooth,  non-shiny,  durable,  and  white; 

(ii)  Either  21.0  cm  by  29.7  cm  (DIN  size  A4)  or  21.6  cm  by 
27.9  cm  (8  1/2  by  11  inches),  with  each  sheet  including  a  top 
margin  of  at  least  2.0  cm  (3/4  inch),  a  left  side  margin  of  at 
least  2.5  cm  (1  inch),  a  right  side  margin  of  at  least  2.0  cm  (3/4 
inch),  and  a  bottom  margin  of  at  least  2.0  cm  (3/4  inch); 

(iii)  Written  on  only  one  side  in  portrait  orientation; 

(iv)  Plainly  and  legibly  written  either  by  a  typewriter  or 
machine  printer  in  permanent  dark  ink  or  its  equivalent;  and 


(v)  Presented  in  a  form  having  sufficient  clarity  and  contrast 
between  the  paper  and  the  writing  thereon  to  permit  the  direct 
reproduction  of  readily  legible  copies  in  any  number  by  use  of 
photographic,  electrostatic,  photo-oflFset,  and  microfilming  pro- 
cesses and  electronic  capture  by  use  of  digital  imaging  and 
optical  character  recognition. 

(2)  All  papers  that  are  submitted  on  paper  or  by  facsimile 
transmission  and  are  to  become  a  part  of  the  permanent  records 
of  the  United  States  Patent  and  Trademark  Office  should  have 
no  holes  in  the  sheets  as  submitted. 

(3)  The  provisions  of  this  paragraph  and  paragraph  (b)  of 
this  section  do  not  apply  to  the  pre-printed  information  on 
paper  forms  provided  by  the  Office,  or  to  the  copy  of  the  patent 
submitted  on  paper  in  double  column  format  as  the  specifica- 
tion in  a  reissue  apphcation  or  request  for  reexamination. 

(4)  See  §  1.58  for  chemical  and  mathematical  formulae  and 
tables,  and  §  1.84  for  drawings. 

(5)  If  papers  that  are  submitted  on  paper  or  by  facsimile 
transmission  do  not  comply  with  paragraph  (a)(1)  of  this 
section  and  are  submitted  as  part  of  the  permanent  record, 
other  than  the  drawings,  applicant,  or  the  patent  owner,  or  the 
requester  in  a  reexamination  proceeding,  will  be  notified  and 
given  a  period  of  time  within  which  to  provide  subsfitute 
papers  that  comply  with  paragraph  (a)(1)  of  this  section  in 
order  to  avoid  abandonment  of  the  application  in  the  case  of  an 
applicant  for  patent,  termination  of  proceedings  in  the  case  of 
a  patent  owner  in  a  reexamination  proceeding,  or  refusal  of 
consideration  of  the  papers  in  the  case  of  a  third  party  requester 
in  a  reexamination  proceeding. 

(6)  Papers  that  are  submitted  electronically  to  the  Office 
must  be  formatted  and  transmitted  in  compliance  with  the 
Office's  electronic  filing  system  requirements. 

(7)  If  the  papers  that  are  submitted  electronically  to  the 
Office  do  not  comply  with  paragraph  (a)(6)  of  this  section,  the 
applicant,  or  the  patent  owner,  or  the  requester  in  a  reexami- 
nation proceeding,  will  be  notified  and  given  a  period  of  time 
within  which  to  provide  substitute  papers  that  comply  with 
paragraph  (a)(6)  of  this  section  in  order  to  avoid  abandonment 
of  the  apphcation  in  the  case  of  an  applicant  for  patent, 
termination  of  proceedings  in  the  case  of  a  patent  owner  in  a 
reexamination  proceeding,  or  refusal  of  consideration  of  the 
papers  in  the  case  of  a  third  party  requester  in  a  reexamination 
proceeding. 

(b)  The  application  (specification,  including  the  claims, 
drawings,  and  oath  or  declaration)  or  reexamination  proceed- 
ing and  any  amendments  or  corrections  to  the  application  or 
reexamination  proceeding.  (1)  The  application  or  proceeding 
and  any  amendments  or  corrections  to  the  application  (includ- 
ing any  translation  submitted  pursuant  to  paragraph  (d)  of  this 
section)  or  proceeding,  except  as  provided  for  in  §  1.69  and 
paragraph  (d)  of  this  section,  must: 

(i)  Comply  with  the  requirements  of  paragraph  (a)  of  this 
section;  and 

(ii)  Be  in  the  English  language  or  be  accompanied  by  a 
translation  of  the  application  and  a  translation  of  any  correc- 
tions or  amendments  into  the  English  language  together  with  a 
statement  that  the  translation  is  accurate. 

(2)  The  specification  (including  the  abstract  and  claims)  for 
other  than  reissue  applications  and  reexamination  proceedings, 
and  any  amendments  for  applications  (including  reissue  appli- 
cations) and  reexamination  proceedings  to  the  specification, 
except  as  provided  for  in  §§  1.821  through  1.825,  must  have: 

(i)  Lines  that  are  1  1/2  or  double  spaced; 

(ii)  Text  written  in  a  nonscript  type  font  {e.g.,  Arial,  Times 
Roman,  or  Courier)  lettering  style  having  capital  letters  which 
are  at  least  0.21  cm  (0.08  inch)  high;  and 

(iii)  Only  a  single  column  of  text. 

(3)  The  claim  or  claims  must  commence  on  a  separate 
physical  sheet  or  electronic  page  (§  1.75(h)). 

(4)  The  abstract  must  commence  on  a  separate  physical 
sheet  or  electronic  page  or  be  submitted  as  the  first  page  of  the 
patent  in  a  reissue  application  or  reexamination  proceeding  (§ 
1.72(b)). 

(5)  Other  than  in  a  reissue  application  or  reexamination 
proceeding,  the  pages  of  the  specification  including  claims  and 
abstract  must  be  numbered  consecutively,  starting  with  1,  the 
numbers  being  centrally  located  above  or  preferably,  below, 
the  text. 

(6)  Other  than  in  a  reissue  application  or  reexamination 
proceeding,  the  paragraphs  of  the  specification,  other  than  in 
the  claims  or  abstract,  may  be  numbered  at  the  time  the 
application  is  filed,  and  should  be  individually  and  consecu- 
tively numbered  using  Arabic  numerals,  so  as  to  unambigu- 
ously identify  each  paragraph.  The  number  should  consist  of  at 
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least  four  numerals  enclosed  in  square  brackets,  including 
leading  zeros  (e.g.,  [0001]).  The  numbers  and  enclosing 
brackets  should  appear  to  the  right  of  the  left  margin  as  the  first 
item  in  each  paragraph,  before  the  first  word  of  the  paragraph, 
and  should  be  highlighted  in  bold.  A  gap,  equivalent  to 
approximately  four  spaces,  should  follow  the  number.  Nontext 
elements  (e.g.,  tables,  mathematical  or  chemical  formulae, 
chemical  structures,  and  sequence  data)  are  considered  part  of 
the  numbered  paragraph  around  or  above  the  elements,  and 
should  not  be  independently  numbered.  If  a  nontext  element 
extends  to  the  left  margin,  it  should  not  be  numbered  as  a 
separate  and  independent  paragraph.  A  list  is  also  treated  as 
part  of  the  paragraph  around  or  above  the  list,  and  should  not 
be  independently  numbered.  Paragraph  or  section  headers 
(titles),  whether  abutting  the  left  margin  or  centered  on  the 
page,  are  not  considered  paragraphs  and  should  not  be  num- 
bered. 

(7)  If  papers  that  do  not  comply  with  paragraphs  (b)(1) 
through  (b)(5)  of  this  section  are  submitted  as  part  of  the 
application,  the  applicant,  or  patent  owner,  or  requester  in  a 
reexamination  proceeding,  will  be  notified  and  given  a  period 
of  time  within  which  to  provide  substitute  papers  that  comply 
with  paragraphs  (b)(1)  through  (b)(5)  of  this  section  in  order  to 
avoid  abandonment  of  the  appHcation  in  the  case  of  an 
applicant  for  patent,  termination  of  proceedings  in  the  case  of 
a  patent  owner  in  a  reexamination  proceeding,  or  refusal  of 
consideration  of  the  papers  in  the  case  of  a  third  party  requester 
in  a  reexamination  proceeding. 

■  7.  Section  1.59  is  revised  to  read  as  follows: 

§  1.59  Expungement  of  information  or  copy  of  papers  in 
application  file. 

(a)(1)  Information  in  an  application  will  not  be  expunged, 
except  as  provided  in  paragraph  (b)  of  this  section. 

(2)  Information  forming  part  of  the  original  disclosure  (i.e., 
written  specification  including  the  claims,  drawings,  and  any 
preliminary  amendment  specifically  incorporated  into  an  ex- 
ecuted oath  or  declaration  under  §§  1.63  and  1.175)  will  not  be 
expunged  from  the  application  file. 

(b)  An  applicant  may  request  that  the  Office  expunge 
information,  other  than  what  is  excluded  by  paragraph  (a)(2)  of 
this  section,  by  filing  a  petition  under  this  paragraph.  Any 
petition  to  expunge  infomiation  from  an  application  must 
include  the  fee  set  forth  in  §  1.17(h)  and  establish  to  the 
satisfaction  of  the  Director  that  the  expungement  of  the 
information  is  appropriate  in  which  case  a  notice  granting  the 
petition  for  expungement  will  be  provided. 

(c)  Upon  request  by  an  applicant  and  payment  of  the  fee 
specified  in  §  1.19(b),  the  Ofiice  will  furnish  copies  of  an 
application,  unless  the  application  has  been  disposed  of  {see  §§ 
1.53(e),  (f)  and  (g)).  The  Office  cannot  provide  or  certify 
copies  of  an  application  that  has  been  disposed  of. 

■  8.  Section  1.71  is  amended  by  adding  paragraph  (f)  to  read  as 
follows: 

§  1.71  Detailed  description  and  specification  of  the  inven- 
tion. 

^:    ^    ^    :4j    :{: 


(f)  The  specification  must  commence  on  a  separate  sheet. 
Each  sheet  including  part  of  the  specification  may  not  include 
other  parts  of  the  application  or  other  information.  The 
claim(s),  abstract  and  sequence  listing  (if  any)  should  not  be 
included  on  a  sheet  including  any  other  part  of  the  application. 

■  9.  Section  1.72  is  amended  by  revising  paragraph  (b)  to  read 
as  follows: 

§  1.72  Title  and  abstract. 

^    :if;    ;^    ;f;    % 


(b)  A  brief  abstract  of  the  technical  disclosure  in  the 
specification  must  commence  on  a  separate  sheet,  preferably 
following  the  claims,  under  the  heading  "Abstract"  or  "Ab- 
stract of  the  Disclosure."  The  sheet  or  sheets  presenting  the 
abstract  may  not  include  other  parts  of  the  application  or  other 
material.  The  abstract  in  an  application  filed  under  35  U.S.C. 
Ill  may  not  exceed  150  words  in  length.  The  purpose  of  the 
abstract  is  to  enable  the  United  States  Patent  and  Trademark 


Office  and  the  public  generally  to  determine  quickly  from  a 
cursory  inspection  the  nature  and  gist  of  the  technical  disclo- 
sure. 

■  10.  Section  1.75  is  amended  by  revising  paragraph  (h)  to  read 
as  follows: 

§  1.75  Claim(s). 

:^     ^    :^     :^    ■^ 

(h)  The  claim  or  claims  must  commence  on  a  separate 
physical  sheet  or  electronic  page.  Any  sheet  including  a  claim 
or  portion  of  a  claim  may  not  contain  any  other  parts  of  the 
application  or  other  material. 


■  11.  Section  1.98  is  amended  by  adding  paragraph  (e)  to  read 
as  follows: 

§  1.98  Content  of  information  disclosure  statement. 


(e)  The  requirement  in  paragraph  (a)(2)(i)  of  this  section  for 
a  copy  of  all  listed  U.S.  patents  and  U.S.  patent  application 
publications  does  not  apply  to  any  information  disclosure 
statement  submitted  in  compliance  with  the  Office's  electronic 
fifing  system. 

■  12.  Section  1.99  is  amended  by  revising  paragraphs  (d)  and 
(e)  to  read  as  follows: 

§  1.99  Third-party  submission  in  published  application. 

(d)  A  submission  under  this  section  shall  not  include  any 
explanation  of  the  patents  or  publications,  or  any  other 
information.  The  Office  will  not  enter  such  explanation  or 
information  if  included  in  a  submission  under  this  section.  A 
submission  under  this  section  is  also  hmited  to  ten  total  patents 
or  publications. 

(e)  A  submission  under  this  section  must  be  filed  within  two 
months  from  the  date  of  publication  of  the  application  (§ 
1.215(a))  or  prior  to  the  mailing  of  a  notice  of  allowance  (§ 
1.311),  whichever  is  earlier.  Any  submission  under  this  section 
not  filed  within  this  period  is  permitted  only  when  the  patents 
or  publications  could  not  have  been  submitted  to  the  Office 
earlier,  and  must  also  be  accompanied  by  the  processing  fee  set 
forth  in  §  1.17(i).  A  submission  by  a  member  of  the  public  to 
a  pending  published  application  that  does  not  comply  with  the 
requirements  of  this  section  will  not  be  entered. 

■  13.  Section  1.121  is  revised  to  read  as  follows: 

§  1.121  Manner  of  making  amendments  in  applications. 

(a)  Amendments  in  applications,  other  than  reissue  apphca- 
tions.  Amendments  in  applications,  other  than  reissue  applica- 
tions, are  made  by  filing  a  paper,  in  compliance  with  §  1.52. 
directing  that  specified  amendments  be  made. 

(b)  Specification.  Amendments  to  the  specification,  other 
than  the  claims,  computer  listings  (§  1.96)  and  sequence 
listings  (§  1.825),  must  be  made  by  adding,  deleting  or 
replacing  a  paragraph,  by  replacing  a  section,  or  by  a  substitute 
specification,  in  the  manner  specified  in  this  section. 

(1)  Amendment  to  delete,  replace,  or  add  a  paragraph. 
Amendments  to  the  specification,  including  amendment  to  a 
section  heading  or  the  title  of  the  invention  which  are  consid- 
ered for  amendment  purposes  to  be  an  amendment  of  a 
paragraph,  must  be  made  by  submitting: 

(i)  An  instruction,  which  unambiguously  identifies  the 
location,  to  delete  one  or  more  paragraphs  of  the  specification, 
replace  a  paragraph  with  one  or  more  replacement  paragraphs, 
or  add  one  or  more  paragraphs; 

(ii)  The  full  text  of  any  replacement  paragraph  with  mark- 
ings to  show  all  the  changes  relative  to  the  previous  version  of 
the  paragraph.  The  text  of  any  added  subject  matter  must  be 
shown  by  underlining  the  added  text.  The  text  of  any  deleted 
matter  must  be  shown  by  strike-through  except  that  double 
brackets  placed  before  and  after  the  deleted  characters  may  be 
used  to  show  deletion  of  five  or  fewer  consecutive  characters. 
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The  text  of  any  deleted  subject  matter  must  be  shown  by  being 
placed  within  double  brackets  if  strike-through  cannot  be 
easily  perceived; 

(iii)  The  full  text  of  any  added  paragraphs  without  any 
underlining;  and 

(iv)  The  text  of  a  paragraph  to  be  deleted  must  not  be 
presented  with  strike-through  or  placed  within  double  brackets. 
The  instruction  to  delete  may  identify  a  paragraph  by  its 
paragraph  number  or  include  a  few  words  from  the  beginning, 
and  end.  of  the  paragraph,  if  needed  for  paragraph  identifica- 
tion purposes. 

(2)  Amendment  by  replacement  section.  If  the  sections  of  the 
specification  contain  section  headings  as  provided  in  §  1.77(b), 
§  1.154(b),  or  §  1.163(c),  amendments  to  the  specification, 
other  than  the  claims,  may  be  made  by  submitting: 

(i)  A  reference  to  the  section  heading  along  with  an 
instruction,  which  unambiguously  identifies  the  location,  to 
delete  that  section  of  the  specification  and  to  replace  such 
deleted  section  with  a  replacement  section;  and 

(ii)  A  replacement  section  with  markings  to  show  all 
changes  relative  to  the  previous  version  of  the  section.  The  text 
of  any  added  subject  matter  must  be  shown  by  underUning  the 
added  text.  The  text  of  any  deleted  matter  must  be  shown  by 
strike-through  except  that  double  brackets  placed  before  and 
after  the  deleted  characters  may  be  used  to  show  deletion  of 
five  or  fewer  consecutive  characters.  The  text  of  any  deleted 
subject  matter  must  be  shown  by  being  placed  within  double 
brackets  if  strike-through  cannot  be  easily  perceived. 

(3)  Amendment  by  substitute  specification.  The  specifica- 
tion, other  than  the  claims,  may  also  be  amended  by  submit- 
ting: 

(i)  An  instruction  to  replace  the  specification;  and 
(ii)  A  substitute  specification  in  compliance  with  §§  1.125(b) 
and  (c). 

(4)  Reinstatement  of  previously  deleted  paragraph  or  sec- 
tion. A  previously  deleted  paragraph  or  section  may  be 
reinstated  only  by  a  subsequent  amendment  adding  the  previ- 
ously deleted  paragraph  or  section. 

(5)  Presentation  in  subsequent  amendment  document.  Once 
a  paragraph  or  section  is  amended  in  a  first  amendment 
document,  the  paragraph  or  section  shall  not  be  re-presented  in 
a  subsequent  amendment  document  unless  it  is  amended  again 
or  a  substitute  specification  is  provided. 

(c)  Claims.  Amendments  to  a  claim  must  be  made  by 
rewriting  the  entire  claim  with  all  changes  (e.g.,  additions  and 
deletions)  as  indicated  in  this  subsection,  except  when  the 
claim  is  being  canceled.  Each  amendment  document  that 
includes  a  change  to  an  existing  claim,  cancellation  of  an 
existing  claim  or  addition  of  a  new  claim,  must  include  a 
complete  listing  of  all  claims  ever  presented,  including  the  text 
of  all  pending  and  withdrawn  claims,  in  the  application.  The 
claim  listing,  including  the  text  of  theclaims,  in  the  amendment 
document  will  serve  to  replace  all  prior  versions  of  the  claims, 
in  the  application.  In  the  claim  listing,  the  status  of  every  claim 
must  be  indicated  after  its  claim  number  by  using  one  of  the 
following  identifiers  in  a  parenthetical  expression:  (Original), 
(Currently  amended),  (Canceled),  (Withdrawn),  (Previously 
presented),  (New),  and  (Not  entered). 

(1)  Claim  listing.  All  of  the  claims  presented  in  a  claim 
fisting  shall  be  presented  in  ascending  numerical  order.  Con- 
secutive claims  having  the  same  status  of  "canceled"  or  "not 
entered"  may  be  aggregated  into  one  statement  (e.g..  Claims 
1-5  (canceled)).  The  claim  listing  shall  commence  on  a 
separate  sheet  of  the  amendment  document  and  the  sheet(s) 
that  contain  the  text  of  any  part  of  the  claims  shall  not  contain 
any  other  part  of  the  amendment. 

(2)  When  claim  text  with  markings  is  required.  All  claims 
being  currently  amended  in  an  amendment  paper  shall  be 
presented  in  the  claim  listing,  indicate  a  status  of  "currently 
amended,"  and  be  submitted  with  markings  to  indicate  the 
changes  that  have  been  made  relative  to  the  immediate  prior 
version  of  the  claims.  The  text  of  any  added  subject  matter 
must  be  shown  by  underUnmg  the  added  text.  The  text  of  any 
deleted  matter  must  be  shown  by  strike-through  except  that 
double  brackets  placed  before  and  after  the  deleted  characters 
may  be  used  to  show  deletion  of  five  or  fewer  consecutive 
characters.  The  text  of  any  deleted  subject  matter  must  be 
shown  by  being  placed  within  double  brackets  if  strike-through 
cannot  be  easily  perceived.  Only  claims  having  the  status  of 
"currently  amended,"  or  "withdrawn"  if  also  being  amended, 
shall  include  markings.  If  a  withdrawn  claim  is  currently 
amended,  its  status  in  the  claim  listing  may  be  identified  as 
"withdrawn — currently  amended." 


(3)  When  claim  text  in  clean  version  is  required.  The  text  of 
all  pending  claims  not  being  currently  amended  shall  be 
presented  in  the  claim  fisting  in  clean  version,  i.e.,  without  any 
markings  in  the  presentation  of  text.  The  presentation  of  a 
clean  version  of  any  claim  having  the  status  of  "original," 
"withdrawn"  or  "previously  presented"  will  constitute  an 
assertion  that  it  has  not  been  changed  relative  to  the  immediate 
prior  version,  except  to  omit  markings  that  may  have  been 
present  in  the  immediate  prior  version  of  the  claims  of  the 
status  of  "withdrawn"  or  "previously  presented."  Any  claim 
added  by  amendment  must  be  indicated  with  the  status  of 
"new"  and  presented  in  clean  version,  i.e.,  without  any 
underlining. 

(4)  When  claim  text  shall  not  be  presented;  canceling  a 
claim. 

(i)  No  claim  text  shall  be  presented  for  any  claim  in  the 
claim  listing  with  the  status  of  "canceled"  or  "not  entered." 

(ii)  Cancellation  of  a  claim  shall  be  effected  by  an  instruc- 
tion to  cancel  a  particular  claim  number.  Identifying  the  status 
of  a  claim  in  the  claim  listing  as  "canceled"  will  constitute  an 
instruction  to  cancel  the  claim. 

(5)  Reinstatement  of  previously  canceled  claim.  A  claim 
which  was  previously  canceled  may  be  reinstated  only  by 
adding  the  claim  as  a  "new"  claim  with  a  new  claim  number. 

(d)  Drawings.  One  or  more  application  drawings  shall  be 
amended  in  the  following  manner:  Any  changes  to  an  appli- 
cation drawing  must  be  in  compliance  with  §  1.84  and  must  be 
submitted  on  a  replacement  sheet  of  drawings  which  shall  be 
an  attachment  to  the  amendment  document  and,  in  the  header, 
labeled  "Replacement  Sheet."  Any  replacement  sheet  of  draw- 
ings shall  include  all  of  the  figures  appearing  on  the  immediate 
prior  version  of  the  sheet,  even  if  only  one  figure  is  amended. 
All  changes  to  the  drawing(s)  shall  be  explained,  in  detail,  in 
either  the  drawing  amendment  or  remarks  section  of  the 
amendment  paper. 

(1)  A  marked-up  copy  of  any  amended  drawing  figure, 
including  annotations  indicating  the  changes  made,  may  be 
included.  The  marked-up  copy  must  be  clearly  labeled  as 
"Annotated  Marked-up  Drawings"  and  must  be  presented  in 
the  amendment  or  remarks  section  that  explains  the  change  to 
the  drawings. 

(2)  A  marked-up  copy  of  any  amended  drawing  figure, 
including  annotations  indicating  the  changes  made,  must  be 
provided  when  required  by  the  examiner. 

(e)  Disclosure  consistency.  The  disclosure  must  be  amended, 
when  required  by  the  Office,  to  correct  inaccuracies  of  descrip- 
tion and  definition,  and  to  secure  substantial  correspondence 
between  the  claims,  the  remainder  of  the  specification,  and  the 
drawings. 

(f)  No  new  matter  No  amendment  may  introduce  new  matter 
into  the  disclosure  of  an  application. 

(g)  Exception  for  examiner's  amendments.  Changes  to  the 
specification,  including  the  claims,  of  an  application  made  by 
the  Office  in  an  examiner's  amendment  may  be  made  by 
specific  instructions  to  insert  or  delete  subject  matter  set  forth 
in  the  examiner's  amendment  by  identifying  the  precise  point 
in  the  specification  or  the  claim(s)  where  the  insertion  or 
deletion  is  to  be  made.  CompUance  with  paragraphs  (b)(1), 
(b)(2),  or  (c)  of  this  section  is  not  required. 

(h)  Amendment  sections.  Each  section  of  an  amendment 
document  {e.g.,  amendment  to  the  claims,  amendment  to  the 
specification,  replacement  drawings,  and  remarks)  must  begin 
on  a  separate  sheet. 

(i)  Amendments  in  reissue  applications.  Any  amendment  to 
the  description  and  claims  in  reissue  applications  must  be 
made  in  accordance  with  §  1.173. 

(j)  Amendments  in  reexamination  proceedings.  Any  pro- 
posed amendment  to  the  description  and  claims  in  patents 
involved  in  reexamination  proceedings  must  be  made  in 
accordance  with  §  1.530. 

(k)  Amendments  in  provisional  applications.  Amendments 
in  provisional  applications  are  not  usually  made.  If  an  amend- 
ment is  made  to  a  provisional  application,  however,  it  must 
comply  with  the  provisions  of  this  section.  Any  amendments  to 
a  provisional  application  shall  be  placed  in  the  provisional 
application  file  but  may  not  be  entered. 


■  14.  Section  1.125  is  amended  by  revising  paragraphs  (b)  and 
(c)  to  read  as  follows: 
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§  1.125  Substitute  specification. 

(b)  Subject  to  §  1.312,  a  substitute  specification,  excluding 
the  claims,  may  be  filed  at  any  point  up  to  payment  of  the  issue 
fee  if  it  is  accompanied  by  a  statement  that  the  substitute 
specification  includes  no  new  matter. 

(c)  A  substitute  specification  submitted  under  this  section 
must  be  submitted  with  markings  showing  all  the  changes 
relative  to  the  immediate  prior  version  of  the  specification  of 
record.  The  text  of  any  added  subject  matter  must  be  shown  by 
underlining  the  added  text.  The  text  of  any  deleted  matter  must 
be  shown  by  strike-through  except  that  double  brackets  placed 
before  and  after  the  deleted  characters  may  be  used  to  show 
deletion  of  five  or  fewer  consecutive  characters.  The  text  of 
any  deleted  subject  matter  must  be  shown  by  being  placed 
within  double  brackets  if  strike-through  cannot  be  easily 
perceived.  An  accompanying  clean  version  (without  markings) 
must  also  be  supplied.  Numbering  the  paragraphs  of  the 
specification  of  record  is  not  considered  a  change  that  must  be 
shown  pursuant  to  this  paragraph. 

•  15.  Section  1.173  is  amended  by  revising  paragraph  (b)(3)  to 
read  as  follows: 

§  1.173  Reissue  specification,  drawings  and  amendments. 

/j^\  *  *  * 

(3)  Drawings.  One  or  more  patent  drawings  shall  be 
amended  in  the  following  manner:  Any  changes  to  a  patent 
drawing  must  be  submitted  as  a  replacement  sheet  of  drawings 
which  shall  be  an  attachment  to  the  amendment  document.  Any 
replacement  sheet  of  drawings  must  be  in  compliance  with  § 
1.84  and  shall  include  all  of  the  figures  appearing  on  the 
original  version  of  the  sheet,  even  if  only  one  figure  is 
amended.  Amended  figures  must  be  identified  as  "Amended," 
and  any  added  figure  must  be  identified  as  "New."  In  the  event 
that  a  figure  is  canceled,  the  figure  must  be  surrounded  by 
brackets  and  identified  as  "Canceled."  All  changes  to  the 
drawing(s)  shall  be  explained,  in  detail,  beginning  on  a 
separate  sheet  accompanying  the  papers  including  the  amend- 
ment to  the  drawings. 

(i)  A  marked-up  copy  of  any  amended  drawing  figure, 
including  annotations  indicating  the  changes  made,  may  be 
included.  The  marked-up  copy  must  be  clearly  labeled  as 
"Annotated  Marked-up  Drawings"  and  must  be  presented  in 
the  amendment  or  remarks  section  that  explains  the  change  to 
the  drawings. 

(ii)  A  marked-up  copy  of  any  amended  drawing  figure, 
including  annotations  indicating  the  changes  made,  must  be 
provided  when  required  by  the  examiner. 

■  16.  Section  1.823  is  amended  by  revising  paragraph  (a)(1)  to 
read  as  follows: 

§  1.823  Requirements  for  nucleotide  and/or  amino  acid 
sequences  as  part  of  the  application. 

(a)(1)  If  the  "Sequence  Listing"  required  by  §  1.821(c)  is 
submitted  on  paper:  The  "Sequence  Listing,"  setting  forth  the 
nucleotide  and/or  amino  acid  sequence  and  associated  infor- 
mation in  accordance  with  paragraph  (b)  of  this  section,  must 
begin  on  a  new  page  and  must  be  titled  "Sequence  Listing." 
The  pages  of  the  "Sequence  Listing"  preferably  should  be 
numbered  independently  of  the  numbering  of  the  remainder  of 
the  application.  Each  page  of  the  "Sequence  Listing"  shall 
contain  no  more  than  66  lines  and  each  line  shall  contain  no 
more  than  72  characters.  The  sheet  or  sheets  presenting  a 
sequence  listing  may  not  include  material  other  than  part  of  the 
sequence  listing.  A  fixed-width  font  should  be  used  exclusively 
throughout  the  "Sequence  Listing." 
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(1'73)  USPTO  Announces 

Prototype  of  Image  Processing 

The  United  States  Patent  and  Trademark  Office  (USPTO  or 
Office)  is  pleased  to  announce  that  a  prototype  of  electronic 
image  processing  of  patent  applications  will  commence  in 
December,  2002.  Three  art  units  in  Technology  Centers  1600 
and  2800  will  participate  in  this  prototype,  as  well  as  sections 
of  the  Office  of  Initial  Patent  Examination  (OIPE)  and  other 
related  processing  divisions. 

PROTOTYPE  DESCRIPTION 

This  prototype  program  will  test  the  use  of  image  technol- 
ogy to  replace  the  standard  paper  processing  of  patent  appli- 
cations currently  used  in  the  USPTO.  The  paper  document 
contents  (including  the  specification,  oath  or  declaration, 
drawings,  information  disclosure  statements,  amendments. 
Office  actions,  and  file  jacket  notations)  of  pending  applica- 
tions assigned  to  the  three  participating  art  units  will  be 
scanned  into  electronic  image  files.  All  processing  and  exami- 
nation will  be  performed  with  the  image  files,  instead  of  the 
paper  source  documents,  by  the  examiners,  technical  support 
staff  and  all  other  USPTO  professional  staff  during  the  proto- 
type. 

The  prototype  will  not  affect  applicants  during  the  patent 
application  submission  process.  Some  changes  in  amendment 
practice  will  be  requested  from  applicants  on  a  voluntary  basis 
in  making  rephes  to  applications  assigned  to  the  affected  art 
units  (please  see  details  in  the  WAIVER  section  below).  Upon 
commencement  of  the  prototype,  the  Office  will  request 
amendments  in  a  special  format  in  all  pending  applications 
assigned  to  the  three  participating  art  units.  The  request  will  be 
included  in  an  information  sheet  attached  to  all  Office  actions 
mailed  by  the  three  participating  art  units  during  the  prototype, 
and  also  included  in  a  separate  notice. 

In  addition  to  the  changes  to  the  amendment  process, 
applicants  in  the  participating  art  units  will  not  be  sent  paper 
copies  of  US  patent  and  published  application  references.  The 
information  sheet  attached  to  each  office  action  will  guide 
applicants  to  receive  electronic  copies  of  US  patent  and 
published  application  references  cited  by  the  Office.  These 
cited  references  will  be  available  from  the  USPTO  web  site. 
Paper  copies  of  the  references  will  be  available  on  request. 
Cited  foreign  patents,  foreign  published  applications  and 
non-patent  literature  will  be  mailed  in  conventional  paper 
form. 

The  technology  and  procedures  for  the  prototype  program 
are  similar  to  those  used  at  the  European  Patent  Office,  but 
adapted  to  the  legal  requirements  and  existing  computer 
systems  of  the  USPTO.  The  Office  intends  to  incorporate  the 
experience  and  lessons  learned  from  this  prototype  program 
into  a  production  system  for  all  patent  applications  in  the  near 
future.  Business  processes  used  during  the  prototype  program 
will  be  analyzed  and  modified  as  needed  for  the  production 
system. 

New  utility  applications  and  pending  applications  in  the 
participating  art  units  will  be  processed  during  the  prototype 
program  in  electronic  image  format.  The  paper  documents  that 
are  the  source  of  the  image  files  will  be  separately  maintained 
and  constitute  the  official  files  at  the  USPTO.  The  official  paper 
file  will  be  used  by  parts  of  the  Office  not  participating  in  the 
prototype  program  (e.g.  the  Board  of  Patent  Appeals  and 
Interferences.) 

It  is  expected  that  the  prototype  program  will  incrementally 
migrate  into  a  production  system,  with  the  goal  of  eliminating 
paper  patent  applications  in  the  near  future. 

WAIVER 

37  CFR  1.121  requires  that  amendments  to  the  specification 
and  claims  be  provided  as  a  clean  copy  of  the  replacement 
paragraphs,  sections  or  claims  and  be  accompanied  by  a 
marked  up  copy  of  the  paragraphs,  sections  or  claims  showing 
the  changes  made  to  the  original  specification  or  section,  or  to 
the  prior  version  of  the  amended  claim,  by  the  amendments. 
The  USPTO,  however,  would  prefer  that  applicants  use  a 
special  amendment  process  on  a  voluntary  basis  for  applica- 
tions assigned  to  the  three  participating  art  units.  The  require- 
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ments  of  37  CFR  1.121  will  be  waived  for  applications 
assigned  to  the  three  participating  art  units,  provided  that 
applicant  follows  the  instructions  for  amendments  that  will  be 
included  in  all  Oflice  actions  issued  in  applications  assigned  to 
the  three  participating  art  units  (also  posted  on  the  USPTO  web 
site  (www.uspto.gov)).  In  general  terms,  those  instructions  will 
provide  for  a  new  complete  claim  set  with  changes  marked  in 
strikeouts  (for  deletions)  and  underlining  (for  additions)  for 
each  amendment.  While  claims  that  are  not  amended  would  be 
submitted  as  part  of  the  claim  set,  no  clean  copy  of  the  claims 
that  were  amended  would  be  necessary.  Amendments  to 
paragraphs  or  sections  of  the  specification  will  continue  to 
follow  the  requirements  of  37  CFR  1.121,  to  include  a  clean 
version  in  addition  to  the  marked-up  version. 

We  welcome  your  comments  on  the  prototype  of  image 
electronic  processing  of  patent  applications.  For  further  infor- 
mation on  the  prototype,  please  contact  the  Search  and 
Information  Resources  Administration  at; 

image.processing@uspto.gov.  For  information  on  the  waiver 
or  legal  aspects  of  the  prototype,  please  contact  Jay  Lucas 
(jay.lucas@uspto.gov),  Rob  Clarke  (Robert.clarke@uspto.gov) 
or  Joseph  Narcavage  (Joseph.Narcavage@uspto.gov). 

STEPHEN  G.  KUNIN 

Deputy  Commissioner  for 
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Electronic  Submission  of 
Information  Disclosure  Statements 


Summary:  Information  disclosure  statements  (IDS)  may  be 
electronically  submitted  to  the  United  States  Patent  and  Trade- 
mark Office  (USPTO  or  Office)  via  the  Office's  Electronic 
Filing  System  (EFS).  When  making  such  an  EFS  submission 
of  an  IDS,  paper  copies  of  U.S.  patents  and  U.S.  patent 
application  publications  cited  in  the  IDS  will  no  longer  have  to 
be  supplied  by  applicants.  Thus,  the  Office  is  implementing  a 
change  which  has  been  requested  by  many  appUcants  and 
patent  practitioners  in  order  to  eliminate  the  burden  associated 
with  the  making  and  supplying  of  paper  copies  of  U.S.  patents 
and  patent  application  pubhcations. 

Description  of  EFS  Upgrade  to  Permit  the  Electronic  Filing  of 
an  IDS 

A  new  EFS  software  upgrade  has  added  an  IDS  (submitted 
under  the  provisions  of  37  CFR  1.97  and  1.98)  as  a  sixth  type 
of  electronic  submission  that  may  be  made  via  the  Office's 
EFS.  With  the  EFS  software  upgrade,  an  applicant  will  be  able 
to  electronically  transmit  an  IDS  with  the  fihng  of  a  new  utility 
patent  application,  or  as  a  subsequent  fihng.  This  EFS  software 
upgrade  will  NOT  be  usable  for  third  party  information 
disclosure  submissions  under  37  CFR  1.99.  The  IDS  submis- 
sion via  EFS  is  the  only  electronic  substitute  for  a  paper  IDS 
submission  contemplated.  The  upgrade  is  available  as  of  May 
28,  2002.  The  EFS  has  been  available  to  the  general  public  for 
limited  electronic  filing  since  October  2000.  See  Electronic 
Filing  System  Available  to  Public,  1240  OG  45,  November  14, 
2000.  This  EFS  software  is  currently  used  for  five  types  of 
electronic  submissions:  (1)  for  fihng  new  utiUty  and  (2) 
provisional  patent  applications;  (3)  for  submitting  nucleotide 
and/or  amino  acid  sequence  listings;  (4)  for  submitting  copies 
of  applications  for  pre-grant  publication  purposes  with  re- 
quests for  voluntary  publication,  as  amended  pubUcation, 
repubhcation,  early  publication  and  redacted  publication  and 
(5)  for  submitting  multiple  assignment  records.  Applicants 
using  EFS  submit  encrypted  text  and  image  files  to  the  USPTO 
and  receive  an  immediate  "Acknowledgment  Receipt"  that 
summarizes  their  submission. 

Information  regarding  EFS,  its  uses  and  its  operation  is 
available  from  the  Office's  Electronic  Business  Center  (EBC), 
the  e-commerce  home  (web  site  http://www.USPTO.gov/ebc/) 
for  the  USPTO  with  links  to  systems  for  doing  business 
electronically  with  the  Office.  Two  useful  systems  linked  from 
the  EBC  are  EFS,  described  above,  and  the  Patent  Application 
Information  Retrieval  (PAIR)  system,  providing  data  regarding 


the  status  of  an  application  or  of  a  patent  to  patent  applicants 
and/or  their  designated  representatives  prior  to  publication,  and 
to  pubhc  users  after  the  first  publication  date. 

The  EFS  software  upgrade  affects  only  the  submission  and 
form  authoring  software  component  called  ePAVE  (Electronic 
Packaging  And  Validation  Engine).  This  ePAVE  software 
allows  the  user  to  enter  data  required  for  transmittal  to  the 
Office  into  forms  that  are  predefined  according  to  each  of  the 
six  types  of  electronic  EFS  submissions  and  builds  an  exten- 
sible Markup  Language  (XML)  document  with  tags  that 
identify  the  content  of  each  element  of  the  submission.  The 
ePAVE  software  also  validates  the  XML  document  data  and 
securely  transmits  the  XML  document  to  the  USPTO.  The 
software  upgrade  is  available  from  the  download  page  on  the 
Electronic  Business  Center's  web  site  (http://www.uspto.gov/ 
ebc/downloads.html).  The  software  upgrade  may  be  installed 
by  executing  the  file  downloaded  from  the  Electronic  Business 
Center.  In  the  event  that  the  software  cannot  be  downloaded,  a 
CD  containing  the  software  can  be  obtained  from  the  Patent 
Electronic  Business  Center  by  calling  703-305-3028. 

Applicants  will  file  an  IDS  via  EFS  by  (1)  entering  the 
references'  citation  information  in  an  electronic  data  entry 
form,  equivalent  to  the  paper  PTO-1449  form;  and  (2)  trans- 
mitting the  electronic  data  entry  form  data  to  the  Office.  This 
electronic  form  allows  only  citations  for  U.S.  patents  and  U.S. 
patent  application  publications.  If  any  references  to  foreign 
patent  documents  or  non-patent  literature  documents  or  unpub- 
lished U.S.  applications  are  to  be  cited,  then  applicants  will 
submit  those  citations  on  a  separate,  conventional  paper 
PTO-1449  form  (or  revised  form  PTO/SB/08).  A  printed  copy 
of  each  cited  foreign  patent  document,  non-patent  literature 
document  and  unpublished  U.S.  application  via  mail,  facsimile 
transmission,  or  hand  delivery  should  accompany  the  conven- 
tional IDS  form.  Applicants  will  not  send  the  Office  copies  of 
any  U.S.  patent  or  U.S.  application  pubUcation  documents 
cited  on  an  electronic  IDS  form  that  is  electronically  transmit- 
ted to  the  Office  via  EFS. 

The  electronic  IDS  form  may  be  included  with  a  new  patent 
application  submission,  or  it  may  be  submitted  for  previously 
filed  patent  applications.  The  ePAVE  software  upgrade  pro- 
vides an  electronic  data  entry  IDS  form  equivalent  to  a  paper 
PTO-1449,  Information  Disclosure  Statement  form,  in  which 
citations  for  up  to  50  U.S.  patents  and  up  to  50  U.S.  patent 
application  publications  may  be  entered.  Each  citation  requires 
the  patent  or  application  number,  the  name  of  the  patentee  or 
applicant,  and  the  date  of  issue  or  publication.  The  filer  may 
optionally  add  the  kind  code,  and  U.S.  patent  class  and 
subclass  code  for  each  citation.  The  electronic  IDS  form 
contains  preprinted  certification  statements  that  allow  the  user 
to  make  one  of  the  two  certifications  required  under  37  CFR 
1.97(e),  regarding  citation  of  the  documents  in  a  communica- 
tion from  a  foreign  patent  Office  and  knowledge  of  the  cited 
documents  by  individuals  under  37  CFR  1.56(c),  by  clicking 
on  the  appropriate  certification.  The  electronic  IDS  form  also 
contains  a  free  form  text  area  to  allow  the  user  to  include 
statements  of  relevance  or  other  remarks  with  regard  to  the 
cited  documents.  The  ePAVE  upgrade  validates  the  format  of 
data  entered  into  the  electronic  IDS  form,  and  transmits  the 
XML  formatted  IDS  data  from  the  electronic  data  entry  form  to 
the  Office.  The  ePAVE  upgrade  validates  the  format  of  data 
entered  into  the  electronic  IDS  form  and  provide  the  means  to 
specify  whether  the  electronic  IDS  form  is  to  be  linked  to  an 
accompanying  new  apphcation  filing  or  is  being  filed  in  a 
previously  filed  application,  and  transmits  the  XML  formatted 
IDS  data  from  the  electronic  data  entry  form  to  the  Office. 

The  IDS  may  be  submitted  as  part  of  a  new  utility  EFS 
electronic  application  filing,  or  as  a  subsequent  submission  for 
a  previously  filed  patent  application.  The  ePAVE  program  will 
prompt  the  filer  to  associate  an  IDS  file  with  a  new  apphcation 
file  and  to  provide  payment  information,  where  either  is 
appropriate.  As  with  the  other  five  types  of  electronic  submis- 
sions, ePAVE  will  validate  the  information,  display  it  to  the 
filer,  prompt  for  the  filer's  electronic  signature,  use  the  filer's 
digital  certificate,  obtained  from  the  USPTO  Electronic  Busi- 
ness Center,  to  encrypt  the  whole  package,  and  transmit  the 
submission  to  the  USPTO.  Upon  receipt,  the  Office  will  send  to 
the  filer  an  electronic  post  card  "Acknowledgement  Receipt", 
itemizing  a  server  date  stamp,  a  unique  server  number  (also 
known  as  the  EFS  ID),  the  application  number,  and  confirma- 
tion of  the  names,  types,  and  sizes  of  the  files  received  by  the 
USPTO.  If  the  IDS  submission  is  subsequent  to  the  application 
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filing,  the  filer  will  be  required  to  enter  both  an  application 
number  and  a  confirmation  number.  A  confirmation  number  is 
an  additional  four-digit  identifier  assigned  to  an  application, 
and  can  be  found  in  the  upper  left-hand  comer  of  the  official 
filing  receipt.  An  IDS  cannot  be  electronically  transmitted  prior 
to  an  initial  filing.  A  filer  will  be  required  to  have  a  customer 
number,  obtained  from  the  USPTO  Electronic  Business  Center, 
and  a  USPTO  provided  digital  certificate  to  use  EPS  as  with 
current  practice. 

The  IDS  form  submitted  electronically  will  be  printed  and 
placed  in  the  Office's  application  file  wrapper.  The  cited 
document  numbers  will  be  made  available  electronically  to  the 
examiner  to  facilitate  searching  and  retrieval  of  U.S.  patents 
and  U.S.  application  publications.  It  is  most  important  that  the 
cited  patent  and  application  publication  numbers  be  accurate 
and  devoid  of  transcription  error.  Because  the  IDS  filer  will  not 
submit  copies  of  cited  documents,  there  will  be  no  copies  of 
the  disclosed  documents  in  the  file  wrapper  for  the  examiner  to 
review.  Instead,  the  examiner  will  electronically  retrieve  the 
patents  and  application  publications  identified  by  the  cited 
document  numbers.  The  only  mechanism  for  having  the 
correct  document  reviewed  and  considered  when  an  erroneous 
patent  or  application  publication  number  is  cited  in  an  IDS 
citation  will  be  by  citing  the  correct  citation  number  in  a 
subsequent  IDS  that  conforms  to  the  requirements  of  37  CFR 
1.97  and  1.98.  The  IDS  form  will  be  entered  as  a  paper  into  the 
application  file  indicating  that  it  was  received  on  the  date  the 
form  was  completely  received  via  EPS.  This  is  the  date  the 
Office  will  refer  to  in  considering  compliance  with  37  CPR 

1.97  and  1.98.  Examiners  will  consider  the  U.S.  patents  and 
U.S.  application  publications  cited  on  an  EPS  transmitted  IDS 
form  provided  the  remaining  requirements  of  37  CPR  1 .97  and 

1.98  are  met,  by  reviewing  electronic  or  printed  copies 
produced  from  the  Office  electronic  databases. 

It  may  be  necessary  to  file  a  complete  IDS  via  multiple 
submissions  for  several  reasons:  (1)  the  foreign  patent  docu- 
ments and  non-patent  literature  must  still  be  submitted  in 
paper,  where  the  U.S.  patents  and  U.S.  patent  application 
publications  may  be  submitted  electronically;  and  (2)  the 
electronic  submission  can  only  include  up  to  50  U.S.  patents 
and  U.S.  patent  apphcation  publications.  If  more  than  one 
submission  is  necessary  to  file  a  complete  IDS  for  which  a  fee 
is  required  under  37  CPR  1.1 7(p),  only  a  single  fee  under  37 
CPR  1.1 7(p)  will  be  required  under  the  following  conditions: 
(1)  the  fee  required  by  37  CPR  1.1 7(p)  is  included  with  the  first 
electronic  submission  (since  it  will  normally  be  processed 
first);  (2)  all  subsequent  submissions  making  up  the  IDS 
should  explicitly  state  that  the  fee  was  included  in  the  earlier 
submission  and  request  that  the  one  submitted  fee  be  accepted 
for  the  second  and  any  subsequent  submission;  and  (3)  all 
subsequent  submissions  (electronic  or  paper)  must  be  received 
by  the  Office  on  the  same  date  as  the  first  electronic  submission 
with  which  the  fee  was  included.  A  subsequent  non-electronic 
submission  is  considered  received  by  the  Office  on  the  same 
date  as  the  first  electronic  submission  with  which  the  fee  was 
included  for  purposes  of  the  fee  due  under  37  CPR  1.1 7(p)  if 
it  is  deposited  in  Express  Mail  under  37  CPR  1.10,  deposited 
in  the  first  class  U.S.  mail  with  a  certificate  of  mailing  in 
accordance  with  37  CPR  1.8,  or  transmitted  by  facsimile  with 
a  certificate  of  transmission  in  accordance  with  37  CPR  1.8,  on 
the  same  date  as  the  first  electronic  submission  with  which  the 
fee  was  included.  If  a  subsequent  electronic  IDS  submission  is 
received  by  the  Office  on  a  date  later  than  the  date  the  fee  was 
paid,  the  later  submission  will  require  an  additional  fee. 

POR  PURTHER  INFORMATION  CONTACT: 

Por  information  regarding  the  software,  including  installing 
and  operating  the  software,  the  technical  requirements  and  data 
definitions  and  requirements,  contact  the  Electronic  Business 
Center  Help  Desk  by  telephone  at  (703)  305-3028  or  (703) 
308-6845  or  by  electronic  mail  at  efs@uspto.gov.  Por  infor- 
mation regarding  how  the  electronic  IDS  transmittals  interact 
with  the  prosecution  process,  including  legal  and  regulatory 
requirements,  contact  Anton  Petting  in  the  Office  of  Patent 
Legal  Administration  by  telephone  at  (703)  305-8449,  by 
facsimile  at  (703)  746-3312,  or  by  electronic  mail  at 
anton.fetting@uspto.gov. 
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Electronic  Filing  System  Available  to  Public 
Agency:  United  States  Patent  and  Trademark  Office 


Summary:  The  United  States  Patent  and  Trademark  Office 
(USPTO  or  Office)  recently  announced  the  availability  of  the 
Electronic  Piling  System  (EPS)  to  the  public.  A  description  of 
the  system,  its  operation,  and  the  application  of  regulations  to 
submissions  under  the  EPS  are  presented. 


For  Further  Information  Contact:  Jay  Lucas  at 
jay.lucas@uspto.gov.  Questions  on  the  operation  of  the  EPS 
system  should  be  directed  to  the  SIRAI/EPS  project  primary 
contact.  Ms.  Diane  Lewis  at  diane.  lewis@uspto.gov.  Corre- 
spondence may  also  be  addressed  to  Jay  Lucas  or  Diane  Lewis, 
United  States  Patent  and  Trademark  Office,  Washington,  D.C. 
20231. 


Description  of  the  Electronic  Filing  System 

The  United  States  Patent  and  Trademark  Office  (USPTO  or 
Office)  has  recently  announced  that  its  Electronic  Piling 
System  (EPS)  is  available  to  the  general  public  for  electronic 
filing.  The  software  has  completed  a  successful  pilot  program 
involving  patent  application  submissions  from  law  firms, 
companies,  and  independent  inventors.  Numerous  changes  to 
the  software  have  been  made  in  response  to  their  feedback. 

In  October  2000,  the  USPTO  distributed  a  new  production 
version  of  EPS  software.  This  software  is  used  for  three  types 
of  electronic  submissions:  (1)  new  utility  patent  applications, 
(2)  computer  readable  form  (CRP)  of  nucleotide  and/or  amino 
acid  sequence  listings,  and  (3)  copies  of  applications  for  Patent 
Application  Publication.  Applicants  using  EPS  will  submit 
encrypted  text  and  image  files  to  the  USPTO  and  receive  an 
immediate  Acknowledgement  Receipt  that  summarizes  their 
submission.  If  the  submission  is  for  a  new  application,  it  will 
enter  the  normal  examination  process.  Sequence  listings  will 
be  stored  and  processed.  Resubmitted  applications  for  18- 
Month  Publication  will  be  directed  to  the  responsible  Office 
division  for  Patent  Application  Publication  processing.  Com- 
plete information  on  EPS  is  available  on  the  Patents  Electronic 
Business  Center  Web  Page,  at  the  USPTO  Website:  http:usp- 
to.gov/ebc. 

The  EPS  distribution  includes  two  types  of  software  pack- 
ages: (1)  word  processing  templates  to  create  an  electronic 
specification,  and  (2)  a  separate,  stand-alone  validation  and 
transmission  program  called  ePAVE.  The  word  processing 
templates,  available  in  either  Microsoft  Word®  or  WordPer- 
fect® format,  allow  the  user  to  create  an  extensible  Markup 
Language  (XML)  document  with  tags  that  identify  the  content 
of  each  element  of  the  specification.  Por  example,  one  XML 
tag  will  identify  the  title  and  a  separate  tag  will  identify  the 
first  claim.  These  tags  will  be  used  to  control  the  display  of  the 
specification  in  a  standard  Internet  browser  form  that  can  be 
processed  by  the  USPTO. 

The  ePAVE  program  prompts  the  user  to  associate  with  a 
specification  file  standard  bibliographic  data,  payment  infor- 
mation, and  publication  information.  The  ePAVE  program  also 
allows  the  user  to  attach  drawings,  a  scanned  declaration,  a 
nucleotide  and/or  amino  acid  sequence  listing,  and  an  assign- 
ment information  sheet  for  new  utility  applications.  ePAVE 
then  validates  the  information,  displays  it  to  the  applicant, 
prompts  for  an  electronic  signature,  uses  the  apphcant's  digital 
signature  to  encrypt  the  whole  package,  and  transmits  the 
submission  to  the  USPTO.  Upon  receipt,  the  Office  sends  to 
the  applicant  an  "electronic  post  card"  Acknowledgement 
Receipt,  itemizing  the  files  received  by  the  USPTO. 

As  mentioned  above,  EPS  will  be  used  for  three  purposes: 
Utility  Patent  Applications,  Biotechnology  Sequence  Listings, 
and  Patent  Application  Publications. 
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Utility  Patent  Applications 

Most  non-provisional  utility  applications  can  be  filed  using 
EFS.  Certain  types  of  patent  applications,  however,  must  be 
filed  in  paper  form  since  the  necessary  software  templates  for 
these  submissions  have  not  yet  been  developed  or  for  other 
reasons.  For  example,  provisional  patent  applications,  design 
applications,  secrecy  order  (national  security)  applications, 
international  applications,  and  plant  patent  applications  are 
not,  as  yet,  acceptable  for  EFS.  Detailed  requirements  for 
submissions  are  contained  in  the  documentation  provided  on 
the  Patents  Electronic  Business  Center  Web  Page,  at  the 
USPTO  Website:  http://www.uspto.gov/ebc.  Until  the  USPTO 
moves  to  full  electronic  examination,  utility  applications  filed 
using  EFS  will  be  printed  on  paper.  This  paper  copy  will 
become  part  of  the  official  application  file  and  be  examined 
like  any  other  application. 

BiotechnoloXv  Sequence  Listings 

Apphcants  may  submit  the  CRF  of  a  sequence  listing 
required  by  37  CFR  §  1.821(e)  for  a  previously  submitted 
application  (having  an  appUcation  number)  using  EFS  instead 
of  the  conventional  means  indicated  in  37  CFR  §  1.824. 
Sequence  listings  can  also  be  submitted  with  new  patent 
applications  using  EFS  as  described  in  the  previous  paragraph. 

Patent  Application  Publications 

The  EFS  software  is  also  used  for  resubmission  of  utility 
patent  applications  for  publication  (i.e..  Domestic  Publication 
of  Patent  Applications  Published  Abroad  under  PL.  106-113). 
Consult  the  new  regulations  set  forth  in  37  CFR  §§  1. 
211-1.221  for  a  full  description  of  publication  of  applications. 

Ordinarily,  the  application,  as  filed,  is  used  for  the  Eighteen- 
Month  Publication.  However,  if  applicant  desires  the  pubhca- 
tion  of 

a)  a  redacted  copy  of  an  application  under  37  CFR  §  1.217; 

b)  the  application  as  amended  under  37  CFR  §  1.215; 

c)  an  application  filed  before,  but  pending  on  November  29, 
2000  under  37  CFR  §  1.221  (voluntary  publication);  or 

d)  an  appHcation  previously  published  under  37  CFR  § 
1.211  (a  republication  under  37  CFR  §  1.221) 

then  the  application  must  be  resubmitted  in  electronic  form 
using  EFS.  If  applicant  requests  early  publication  under  37 
CFR  §  1.219,  then  an  electronic  copy  may  be  submitted  using 
EFS. 

Detailed  explanations  of  these  procedures  are  available  on 
the  Patents  Electronic  Business  Center  Web  Page,  at  the 
USPTO  Website:  http://www.uspto.gov/ebc. 

Public  Key  Infrastructure  Certificates 

EFS,  as  well  as  the  companion  Patent  Application  Informa- 
tion Retrieval  system  (PAIR),  relies  on  PubUc  Key  Infrastruc- 
ture (PKI)  technology  to  assure  the  confidentiality,  authentic- 
ity, and  integrity  of  communications  over  the  Internet. 
Applicants  who  intend  to  use  EFS  must  register  to  obtain  a  PKI 
certificate  before  using  EFS.  PKI  registration  involves  filing  a 
paper  authorization  and  receiving  the  EFS  software  from  the 
USPTO.  The  certification  process  generally  takes  a  few  days  to 
complete.  A  customer  number  will  also  be  required  for 
transacting  business  with  the  USPTO.  Procedures  to  receive 
PKI  certificates  and  customer  numbers  are  fully  described  on 
the  Patents  Electronic  Business  Center  Web  Page,  at  the 
USPTO  Website:  http ://www.uspto. gov/ebc. 

Confirmation  Numbers 

In  order  to  assure  the  publication  of  the  proper  specification 
with  EFS  Patent  AppUcation  Publication  submissions,  the 
USPTO  is  issuing  confirmation  numbers  for  each  specification. 
Once  an  application  is  in  condition  for  publication,  a  four-digit 
confirmation  number  is  generated  and  transmitted  to  the 
applicant.  This  confirmation  number  is  used  in  conjunction 
with  the  application  number  to  identify  a  pending  specification. 
In  EFS,  when  an  applicant  is  submitting  a  replacement 
specification  for  publication  or  republication,  the  applicant 
must  enter  both  the  application  number  and  the  confirmation 
number  in  order  to  submit  the  replacement  specification.  This 
procedure  is  necessary  because  many  applications  will  have 
identical  filing  dates  and  similar  application  numbers;  a  typo- 
graphical error  could  result  in  the  specification  being  placed  in 
the  wrong  application.  Confirmation  numbers  for  all  applica- 


tions pending  in  November  2000  will  be  generated  and  mailed 
to  applicants  if  they  desire  to  have  voluntary  publication  of 
these  applications. 

Effect  of  Patent  Regulations 

Section  22  of  title  35  of  the  United  States  Code  expressly 
provides  for  electronic  filing  of  documents.  However,  because 
the  current  regulations  are  directed  almost  exclusively  to  paper 
submissions,  the  regulations  do  not  speak  to  electronic  sub- 
missions. To  the  extent  that  any  USPTO  regulation  is  incon- 
sistent with  EFS,  the  regulation  will  be  interpreted  in  a  manner 
to  support  EFS  and  waived,  when  necessary,  until  formal 
regulations  directed  to  electronic  submissions  are  promulgated. 
See  37  CFR  §  1.182,  §  1.183.  When  the  Office  has  more 
experience  with  electronic  submissions,  formal  regulations 
will  be  developed. 

This  waiver  is  consistent  with  the  directives  of  current 
statutory  guidance,  including  the  Government  Paperwork 
Elimination  Act,  Title  XVII  of  Pub.  L.  105-277,  which  in 
section  1707  states  that  government  electronic  records  are  not 
to  be  denied  legal  force  and  effect  solely  because  they  are  in 
electronic  form.  The  same  section  gives  electronic  signatures 
similar  effect. 

Weekend  and  Holiday  Hours  of  Operation 

The  USPTO  will  be  open  for  receiving  applications  in 
electronicform  during  scheduled  hours  every  day  of  the  week. 
Hours  will  be  announced  on  the  Patents  Electronic  Business 
Center  Web  Page,  at  the  USPTO  Website:  http://www.usp- 
to.  gov/ebc. 

Electronic  filing  will  provide  applicants  with  the  opportunity 
to  receive  a  filing  date  on  any  day  of  the  week,  including 
Saturday,  Sunday,  and  Federal  holidays.  In  addition,  consistent 
with  35  use  21  (b),  when  the  last  day  for  taking  any  action  or 
paying  any  fee  in  the  USPTO  falls  on  Saturday,  Sunday,  or  a 
Federal  holiday  within  the  District  of  Columbia,  the  action 
may  be  taken  or  fee  paid  on  the  next  succeeding  secular  or 
business  day.  Thus,  under  United  States  law,  applicants  will 
still  be  permitted  to  take  action  on  the  next  business  day  when 
the  last  day  for  taking  action  falls  on  a  weekend  or  Federal 
holiday,  regardless  of  the  mode  or  form  of  filing. 

Because  the  conditions  for  priority  rights  are  governed  by 
national  law,  applicants  are  cautioned  to  consider  possible 
adverse  consequences  regarding  the  determination  of  priority 
periods  under  Article  4(C)(3)  of  the  Paris  Convention  when 
filing  international  applications  in  the  United  States.  Specifi- 
cally, the  ability  to  file  applications  electronically  on  weekends 
may  result  in  loss  of  priority  rights  in  foreign  jurisdictions 
designated  in  international  applications  filed  with  the  USPTO, 
if  applicants  elect  to  take  advantage  of  sections  21(b)  and 
119(e)(3)  of  title  35.  In  such  circumstances,  other  Patent 
Offices  may  deny  the  priority  claim  on  the  basis  that  the 
international  application  was  not  timely  filed  according  to  their 
national  law.  For  this  reason,  applicants  may  prefer  not  to  take 
advantage  of  sections  21(b)  and  119(e)(3)  of  title  35  when 
filing  international  applications  with  the  USPTO. 

STEPHEN  G.  KUNIN 

Deputy  Assistant  Commissioner  for 
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DEPARTMENT  OF  COMMERCE 

United  States  Patent  and  Trademark  Office 

37  CFR  Part  1 

RIN  0651-AB19 

lY-eatment  of  Unlocatable  Patent 
Application  and  Patent  Files 


AGENCY:  United  States  Patent  and  Trademark  Office, 
Commerce. 

ACTION:  Final  rule. 

SUMMARY:  The  United  States  Patent  and  Trademark  Office 
is  amending  the  rules  of  practice  to  provide  for  the  replacement 
of  patent  application  and  patent  files  that  cannot  be  located 
after  a  reasonable  search.  This  change  is  designed  to  expedite 
the  process  of  application  and  patent  file  reconstruction  to 
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minimize  the  processing  or  examination  delays  resulting  when 
the  Office  cannot  locate  an  application  or  patent  file  after  a 
reasonable  search. 

EFFECTIVE  DATE:  November  17,  2000. 

FOR  FURTHER  INFORMATION  CONTACT:  Robert  W 
Bahr  by  telephone  at  (703)  308-6906,  or  by  mail  addressed  to: 
Box  Comments — Patents,  Commissioner  for  Patents,  Wash- 
ington, DC  20231,  or  by  facsimile  to  (703)  872-9411,  marked 
to  the  attention  of  Robert  W.  Bahr. 

SUPPLEMENTARY  INFORMATION:  Over  330,000  patent 
applications  (provisional  and  nonprovisional)  were  filed  in  the 
United  States  Patent  and  Trademark  Office  (Office)  in  fiscal 
year  1999.  On  occasion,  an  application  or  patent  file  cannot  be 
located. 

When  a  patent  application  or  patent  file  cannot  be  located 
after  a  reasonable  search  and  the  application  or  patent  file  is 
necessary  to  conduct  business  before  the  Office,  the  Office  will 
"reconstruct"  the  application  or  patent  file.  This  involves 
placing  a  duplicate  copy  of  the  original  application  papers  and 
all  of  the  correspondence  between  the  Office  and  applicant  or 
patentee  in  a  new  file  wrapper.  The  Office  currently  (since  the 
spring  of  1997)  uses  its  Patent  Application  Capture  and 
Review  (PACR)  system  to  image  scan  the  application  papers 
submitted  on  the  filing  date  of  the  application  (except  for  any 
appendix  or  information  disclosure  statement)  and  to  create  an 
electronic  database  (PACR  database)  containing  a  duplicate 
record  of  the  original  application  papers  (application  papers 
were  microfilmed  prior  to  the  spring  of  1997).  Thus,  the  Office 
can  obtain  a  copy  of  the  original  application  papers  from  its 
PACR  database  (or  microfilm  records). 

The  Office,  however,  does  not  possess  a  dupHcate  copy  of 
subsequent  correspondence  from  the  applicant  or  patentee 
{e.g.,  applicant  replies  or  other  papers)  concerning  the  appli- 
cation or  patent.  While  the  Office  may  have  a  copy  of  some 
Office  correspondence  (Office  actions  saved  on  a  disc  or 
computer  hard  drive),  the  Office  often  does  not  possess  a 
complete  copy  of  the  Office  correspondence  concerning  the 
application  or  patent  {e.g.,  paper-based  forms  or  notices). 
Thus,  to  reconstruct  a  file  accurately,  the  Office  must  request 
that  the  applicant  or  patentee  either  provide  a  complete  copy  of 
his  or  her  record  of  the  correspondence  between  the  Office  and 
the  applicant  or  patentee,  or  produce  his  or  her  record  of  the 
correspondence  between  the  Office  and  the  applicant  or  pat- 
entee for  the  Office  to  copy. 

FoiTnerly,  the  request  that  applicant  provide  a  copy  of  (or 
produce)  his  or  her  record  of  the  correspondence  between  the 
Office  and  the  applicant  did  not  require  a  reply  within  any  set 
time  period.  In  a  pending  application,  this  added  to  the  delay  in 
processing  and  examination  resulting  from  the  inability  to 
locate  the  application  file.  To  expedite  the  process  of  recon- 
structing the  file  of  an  application  or  patent  file,  the  Office  is 
amending  the  rules  of  practice  to  provide  that  the  Office  will 
now  set  a  time  period  within  which  applicant  or  patentee  must 
either  provide  a  complete  copy  of  his  or  her  record  of  the 
correspondence  between  the  Office  and  the  applicant  or  pat- 
entee, or  produce  his  or  her  record  of  the  correspondence 
between  the  Office  and  the  applicant  or  patentee  for  the  Office 
to  copy.  Since  the  Office  cannot  continue  to  examine  an 
application  for  which  it  does  not  have  a  complete  copy,  the 
failure  to  provide  a  copy  of  (or  produce)  his  or  her  record  of  the 
correspondence  between  the  Office  and  the  applicant  in  a 
pending  application  within  this  time  period  will  result  in 
abandonment  of  the  application.  See  35  U.S.C.  133  (failure  to 
prosecute  an  application  in  a  timely  manner  "after  any  action 
therein"  shall  be  regarded  as  abandonment  of  the  application). 

Corresponding  with  an  applicant  or  patentee  when  an 
application  is  abandoned  or  patented  is  often  difficult  because 
address  information  is  often  not  current.  There  are  many  good 
reasons  for  keeping  correspondence  information  current  in  an 
abandoned  application  or  patent.  Patent  applicants  and  patent 
owners  should  keep  the  correspondence  address  and  any  fee 
address  current  for  the  patent  to  ensure  that  correspondence  is 
mailed  to  applicant's  or  patentee's  current  address.  In  an 
abandoned  application,  the  Office  may  attempt  to  communicate 
with  applicant  regarding  a  petition  for  access.  If  the  address 
has  not  been  updated,  then  the  Office  may  not  be  able  to 
consider  applicant's  views  in  deciding  whether  to  release  the 


application  to  a  member  of  the  pubhc.  The  Customer  Number 
Practice  described  in  section  403  of  the  Manual  of  Patent 
Examining  Procedure  {MPEP)  (7th  ed.  1998)  (Rev.  1,  Feb. 
2000)  provides  a  procedure  where  a  patent  applicant  or  owner 
can  easily  change  the  correspondence  address  for  a  number  of 
patents  or  patent  applications.  In  addition,  the  "Fee  Address" 
Indication  Form  (PTO/SB/47)  (reproduced  at  MPEP  2595) 
enables  a  patent  owner  to  complete  one  form  to  designate  a 
single  fee  address  for  any  number  of  patents  or  applications  in 
which  the  issue  fee  has  been  paid. 

When  changing  the  address(es)  associated  with  a  patent,  the 
patent  owner  should  bear  in  mind  that  the  Office  has  a  number 
of  addresses  related  to  the  patent:  (1)  An  application  corre- 
spondence address;  (2)  the  return  address  for  the  assignment 
documents;  and  (3)  the  fee  address  for  maintenance  fee 
purposes.  See  MPEP  2540.  The  correspondence  address  is  the 
address  to  which  Office  actions  and  notices  are  mailed  during 
the  patent  application  process  and  is  often  not  current  within  a 
few  years  of  patent  issuance.  As  a  result,  the  regulations  related 
to  reexamination  proceedings  require  that  a  patent  owner  be 
served  with  a  copy  of  a  Reexamination  Request  at  the  Office  of 
Enrollment  and  Discipline  address  for  the  attorney  or  agent  of 
record,  if  there  is  an  attorney  or  agent  of  record.  See  MPEP 
2220.  If  there  is  no  attorney  or  agent  of  record,  the  copy  is 
required  to  be  serx'ed  upon  the  patent  owner.  See  37  CFR 
1.33(c).  In  the  procedure  to  obtain  a  copy  of  a  patent  file  set 
forth  in  this  notice,  the  request  will  be  directed  to  the 
correspondence  address. 

The  Office  is  planning  for  full  electronic  submission  of 
applications  and  related  documents  by  fiscal  year  2003.  Once 
the  Office  transitions  to  a  total  Electronic  File  Wrapper 
environment,  the  inability  to  locate  a  paper  application  file 
should  no  longer  be  a  significant  issue.  However,  this  rule 
change  is  necessary  to  provide  for  the  replacement  of  unlocat- 
able  application  and  patent  files  until  the  Office  has  completely 
transitioned  to  a  total  Electronic  File  Wrapper  environment. 

Discussion  of  Specific  Rules 

Title  37  of  the  Code  of  Federal  Regulations,  Part  1,  is 
amended  as  follows: 

Section  1.251  is  added  to  set  forth  a  procedure  for  the 
reconstruction  of  the  file  of  a  patent  application,  patent,  or  any 
other  patent-related  proceeding  that  cannot  be  located  after  a 
reasonable  search.  The  phrase  "an  application"  applies  to  any 
type  of  application  (national  or  international),  and  regardless  of 
the  status  (pending  or  abandoned)  of  the  application. 

Section  1.251(a)  provides  that  in  the  event  the  Office  cannot 
locate  the  file  of  an  application,  patent,  or  any  other  patent- 
related  proceeding  after  a  reasonable  search,  the  Office  will 
notify  the  applicant  or  patentee  and  set  a  time  period  within 
which  the  applicant  or  patentee  must  comply  with  the  notice. 
The  applicant  or  patentee  may  comply  with  a  notice  under  § 
1.251  by  providing:  (1)  A  copy  of  his  or  her  record  (if  any)  of 
all  of  the  correspondence  between  the  Office  and  the  applicant 
or  patentee  for  such  application,  patent,  or  other  proceeding 
(except  for  U.S.  patent  documents);  (2)  a  list  of  such  corre- 
spondence; and  (3)  a  statement  that  the  copy  is  a  complete  and 
accurate  copy  of  the  applicant's  or  patentee's  record  of  all  of 
the  correspondence  between  the  Office  and  the  applicant  or 
patentee  for  such  application,  patent,  or  other  proceeding 
(except  for  U.S.  patent  documents),  and  whether  applicant  or 
patentee  is  aware  of  any  correspondence  between  the  Office 
and  the  applicant  or  patentee  for  such  application,  patent,  or 
other  proceeding  that  is  not  among  applicant's  or  patentee's 
records  (§  1.251(a)(1)).  The  applicant  or  patentee  may  also 
comply  with  a  notice  under  §  1.251  by:  (1)  Producing  his  or 
her  record  (if  any)  of  all  of  the  correspondence  between  the 
Office  and  the  applicant  or  patentee  for  such  application, 
patent,  or  other  proceeding  for  the  Office  to  copy  (except  for 
U.S.  patent  documents);  and  (2)  providing  a  statement  that  the 
papers  produced  by  applicant  or  patentee  are  applicant's  or 
patentee's  complete  record  of  all  of  the  correspondence  be- 
tween the  Office  and  the  applicant  or  patentee  for  such 
application,  patent,  or  other  proceeding  (except  for  U.S.  patent 
documents),  and  whether  applicant  or  patentee  is  aware  of  any 
correspondence  between  the  Office  and  the  applicant  or  pat- 
entee for  such  application,  patent,  or  other  proceeding  that  is 
not  among  applicant's  or  patentee's  records  (§  1.251(a)(2)).  If 
applicant  or  patentee  does  not  possess  any  record  of  the 
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correspondence  between  the  OflBce  and  the  applicant  or  pat- 
entee for  such  apphcation,  patent,  or  other  proceeding,  the 
applicant  or  patentee  must  comply  with  a  notice  under  §  1.251 
by  providing  a  statement  that  apphcant  or  patentee  does  not 
possess  any  record  of  the  correspondence  between  the  Office 
and  the  apphcant  or  patentee  for  such  application,  patent,  or 
other  proceeding  (§  1.251(a)(3)). 

According  to  §  1.251(a),  if  the  applicant  or  patentee  pos- 
sesses all  or  just  some  of  the  correspondence  between  the 
OflBce  and  the  apphcant  or  patentee  for  such  application, 
patent,  or  other  proceeding,  the  applicant  or  patentee  is  to  reply 
by  providing  a  copy  of  (or  producing)  his  or  her  record  of  all 
of  the  correspondence  between  the  Office  and  the  apphcant  or 
patentee  for  such  apphcation,  patent,  or  other  proceeding  (§§ 
1.251(a)(1)  or  (a)(2)).  If  applicant  or  patentee  does  not  possess 
any  record  of  the  correspondence  between  the  Office  and  the 
applicant  or  patentee  for  such  application,  patent,  or  other 
proceeding,  the  apphcant  or  patentee  is  to  reply  with  a 
statement  to  that  effect  (§  1.251(a)(3)). 

Any  appendix  or  information  disclosure  statement  submitted 
with  an  application  is  not  contained  in  the  Office's  PACR 
database.  Therefore,  the  applicant  or  patentee  must  also 
provide  a  copy  of  any  appendix  or  information  disclosure 
statement  (except  in  the  limited  circumstance  discussed  below) 
submitted  with  the  application.  Since  the  Office  can  obtain 
copies  of  U.S.  patent  documents  (U.S.  patent  application 
publications  and  patents)  from  its  internal  databases,  the  Office 
is  not  requiring  apphcants  or  patentees  to  provide  copies  of 
U.S.  patent  application  pubUcations  and  patents  that  are  among 
the  applicant's  or  patentee's  record  of  the  correspondence 
between  the  Office  and  the  applicant  or  patentee  for  the 
application,  patent,  or  other  proceeding. 

Section  1.251(b)  provides  that  with  regard  to  a  pending 
application,  the  failure  to  provide  a  reply  to  such  a  notice 
within  the  time  period  set  in  the  notice  will  result  in  abandon- 
ment of  the  application. 

Response  to  Comments 

The  Office  published  a  notice  proposing  changes  to  the  rules 
of  practice  to  provide  for  the  replacement  of  application  and 
patent  files  that  cannot  be  located  after  a  reasonable  search.  See 
Treatment  of  Unlocatable  Application  and  Patent  Files,  Notice 
of  Proposed  Rulemaking,  65  FR  42309  (July  10,  2000),  1237 
Off.  Gaz.  Pat.  Office  28  (Aug.  1,  2000)  (notice  of  proposed 
rulemaking).  The  Office  received  eleven  written  comments 
(from  intellectual  property  organizations,  patent  practitioners, 
and  the  general  pubhc)  in  response  to  the  notice  of  proposed 
rulemaking.  Comments  generally  in  support  of  the  change  are 
not  discussed.  The  comments  and  the  Office's  responses  to  the 
remaining  comments  follow: 

Comment  1:  Several  comments  inquired  as  to  how  long  an 
applicant  or  patentee  will  be  given  to  provide  a  copy  of  the  file 
in  reply  to  a  notice  under  §  1.251.  The  comments  suggested 
that:  (1)  Applicants  be  given  a  minimum  period  of  three 
months  to  reply  to  a  notice  under  §  1.251;  (2)  this  period  for 
reply  be  set  forth  in  §  1.251  (rather  than  merely  set  forth  in  the 
MPEP  or  left  completely  up  to  the  discretion  of  Office 
officials);  and  (3)  this  period  for  reply  be  extendable  under  § 
1.136(a).  One  comment  also  suggested  that  patentees  be  given 
at  least  five  months  to  reply  to  a  notice  under  §  1.251. 

Response:  The  Office  will  set  a  time  period  of  three  months 
for  reply  in  a  notice  under  §  1.251  in  an  application.  The  time 
period  will  be  extendable  under  §  1.136(a)  (unless  the  notice 
indicates  otherwise)  by  three  months  up  to  a  maximum  period 
for  reply  of  six  months  in  an  application.  See  35  U.S.C.  133. 

The  Office  will  set  a  time  period  of  six  months  for  reply  in 
a  notice  under  §  1.251  in  a  patent.  The  time  period  will  not  be 
extendable  under  §  1.136(a)  in  a  patent  because  35  U.S.C. 
41(a)(8)  only  authorizes  the  Office  to  charge  fees  for  exten- 
sions of  time  in  proceedings  involving  an  apphcation.  See 
MPEP  2265. 

Section  1.251  will  not  include  these  time  periods.  These 
time  periods,  however,  will  be  included  in  the  MPEP  and  not 
left  to  the  complete  discretion  of  various  Office  officials. 


Comment  2:  One  comment  suggested  that  there  should  be  no 
reduction  in  patent  term  adjustment  for  the  entire  delay  for  the 
initial  search  and  for  compliance  with  a  notice  under  §  1.251. 
Another  comment  suggested  that  for  purposes  of  patent  term 
adjustment,  all  of  the  time  taken  to  reconstruct  the  file  "should 
be  charged  against  the  Office." 

Response:  Patent  term  and  patent  term  adjustment  are 
provided  for  by  statute.  See  35  U.S.C.  154(a)(2)  and  (b)  and 
173.  The  inability  to  locate  an  apphcation  file  in  and  of  itself 
does  not  give  rise  to  patent  term  adjustment  under  35  U.S.C. 
154(b).  Rather,  patent  term  adjustment  is  an  issue  only  if  the 
inability  to  locate  the  application  file  causes  the  Office  to  miss 
one  of  the  time  frames  specified  in  35  U.S.C.  154(b)(1)(A)  or 
(B),  or  prolongs  the  duration  of  one  of  the  proceedings 
specified  in  35  U.S.C.  154(b)(1)(C).  In  addition,  if  an  applicant 
fails  to  reply  to  a  notice  under  §  1.251  within  three  months  of 
its  mailing  date,  any  patent  term  adjustment  under  35  U.S.C. 
154(b)  will  be  reduced  by  a  period  equal  to  the  number  of  days 
(if  any)  beginning  on  the  day  after  the  date  that  is  three  months 
after  the  mailing  date  of  the  notice  under  §  1 .25 1  and  ending 
on  the  date  the  reply  to  the  notice  under  §  1.251  was  filed.  See 
35  U.S.C.  154(b)(2)(C)(ii)  and  §  1.704(b). 

Comment  3:  Several  comments  inquired  as  to  what  steps  are 
taken  to  search  for  a  file  before  it  is  determined  to  be 
unlocatable  (i.e.,  inquired  as  to  what  is  a  reasonable  search). 
One  comment  expressed  concern  that  the  procedure  in  §  1.251 
not  be  used  as  a  substitute  for  a  reasonable  search  for  such  a 
file.  Another  comment  suggested  that  a  reasonable  time  limit 
{e.g.,  three  months)  be  established  for  such  a  search  so  that 
reconstruction  of  the  file  (if  necessary)  can  begin  promptly. 

Response:  When  an  application  file  is  determined  to  be 
unlocatable,  the  Official  Search  Unit  or  a  Technology  Center 
designee  conducts  a  search  for  the  application  file  in  every 
location  where  the  application  file  might  reasonably  be  lo- 
cated: e.g.,  its  location  as  indicated  in  the  Office  automated 
application  tracking  system  (the  Patent  Application  Locating 
and  Monitoring  or  PALM  system),  the  examiner's  office,  and 
the  Technology  Center's  central  files,  technical  support,  and 
receptionist  areas.  If  the  application  file  stiU  cannot  be  located, 
the  application  is  flagged  as  "lost"  in  the  PALM  system.  The 
flagging  of  an  application  in  the  PALM  system  as  "lost"  causes 
the  PALM  system  to  signal  any  person  who  then  attempts  a 
PALM  transaction  for  the  application  (for  which  the  apphca- 
tion file  is  required)  that  the  application  file  was  previously 
unlocatable  and  should  be  taken  to  the  person  who  was 
conducting  a  search  for  the  application  file.  If  no  PALM 
transaction  for  the  application  occurs  within  thirty  days,  the 
Office  then  begins  the  file  reconstruction  process. 

Comment  4:  One  comment  opposed  the  proposed  change  on 
the  basis  that  it  did  not  address  the  problem  (i.e.,  the  Office's 
inability  to  locate  certain  files).  The  comment  indicated  that  the 
Office  should  better  train  its  staff  to  track  application  and 
patent  files,  and  to  conduct  a  more  diligent  search  for  an 
application  or  patent  files. 

Response:  The  Office  is  addressing  this  issue  by:  (1) 
Revising  procedures  for  searches  for  applications;  and  (2) 
moving  towards  a  total  Electronic  File  Wrapper  environment. 
Nevertheless,  the  majority  of  comments  recognize  that  estab- 
lishing procedures  for  the  prompt  reconstruction  of  unlocatable 
files  is  important  not  only  to  the  conduct  of  business  before  the 
Office,  but  is  also  important  to  the  public  (third  parties)  which 
relies  upon  the  information  in  a  patent  file  when  conducting  an 
infringement  or  validity  analysis. 

Comment  5:  One  comment  suggested  that  the  Office  provide 
a  printout  of  the  contents  entries  from  the  Office's  PALM 
system  with  any  notice  under  §  1.251  to  assist  the  applicant  or 
patentee. 

Response:  The  suggestion  is  adopted. 

Comment  6:  One  comment  inquired  as  to  how  long  it  takes 
the  Office  to  realize  it  has  lost  a  file. 

Response:  The  Office  usually  reahzes  that  it  cannot  locate  a 
patent  file  when  a  member  of  the  public  requests  a  copy  of  the 
file.  The  Office  usually  realizes  that  it  cannot  locate  an 
application  file  when  its  PALM  system  indicates  that  the 
application  is  due  for  some  action. 
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Comment  7:  One  comment  inquired  as  to  how  long  it  will 
take  for  the  Office  to  act  on  an  application  once  the  file  has 
been  reconstructed. 

Response:  Once  an  application  file  has  been  reconstructed,  it 
is  docketed  for  action  based  upon  its  stage  in  the  application 
examination  process.  In  most  situations,  the  application  will  be 
acted  upon  immediately. 

Comment  8:  Several  comments  suggested  that  the  Office 
should  take  special  steps  with  files  that  have  been  recon- 
structed to  ensure  that  the  applicant  or  patentee  is  not  again 
required  to  provide  a  copy  of  the  file. 

Response:  The  Office  takes  the  steps  that  can  reasonably  be 
taken  to  avoid  misplacing  any  application  or  patent  file.  Thus, 
there  are  no  further  "special"  steps  that  could  reasonably  be 
taken  to  avoid  misplacing  reconstructed  application  or  patent 
files. 

Comment  9:  One  comment  suggested  that  the  Office  should 
first  attempt  to  reconstruct  the  file  based  upon  the  material  it 
has  {i.e.,  copies  of  Office  actions,  and  sequence  listings),  and 
then  require  the  applicant  or  patentee  to  supply  the  specific 
materials  that  the  Office  does  not  have.  Another  comment 
suggested  that  the  applicant  or  patentee  should  not  be  required 
to  produce  copies  of  documents  available  to  the  Office  from 
other  sources  (e.g.,  U.S.  or  foreign  patents  or  patent  publica- 
tions). 

Response:  The  Office  has  considered  attempting  to  recon- 
struct portions  of  the  application  or  patent  file  based  upon 
material  contained  in  other  Office  databases.  These  databases, 
however,  do  not  always  contain  accurate  or  complete  copies  of 
the  papers  actually  in  the  apphcation  or  patent  file  (e.g.,  Office 
actions  may  be  draft  or  incomplete  and  may  not  include  the 
pre-printed  forms  sent  with  Office  actions).  The  best  way  to 
reconstruct  an  application  or  patent  file  quickly,  completely, 
and  accurately  is  to  obtain  a  copy  of  the  applicant  or  patentee's 
records  of  correspondence  between  the  Office  and  applicant  or 
patentee  for  the  application  or  patent. 

The  Office  can  obtain  copies  of  U.S.  patent  application 
publications  and  patents  from  its  databases.  Therefore,  the 
Office  is  not  requiring  applicants  or  patentees  to  provide  copies 
of  U.S.  patent  application  publications  and  patents  that  are 
among  the  applicant's  or  patentee's  record  of  the  correspon- 
dence between  the  Office  and  the  applicant  or  patentee  for  the 
application,  patent,  or  other  proceeding.  The  Office,  however, 
may  not  be  able  to  obtain  copies  of  foreign  patent  documents 
or  nonpatent  literature  from  its  databases.  Therefore,  the  Office 
is  requiring  applicants  or  patentees  to  provide  copies  of  foreign 
patent  documents  and  nonpatent  literature  that  are  among  the 
applicant's  or  patentee's  record  of  the  correspondence  between 
the  Office  and  the  applicant  or  patentee  for  the  application, 
patent,  or  other  proceeding. 

Comment  JO:  One  comment  suggested  that  the  applicant  or 
patentee  be  required  to  provide  a  copy  of  only  the  papers 
formally  of  record  in  the  application  or  patent  file  (i.e.,  not 
proposed  amendments  submitted  to  an  examiner  for  consider- 
ation on  an  informal  basis). 

Response:  The  applicant  or  patentee  is  required  to  provide  a 
copy  of  applicant's  or  patentee's  record  of  all  of  the  corre- 
spondence between  the  Office  and  the  applicant  or  patentee  for 
such  application,  patent,  or  other  proceeding.  While  an  "infor- 
mal" (or  "proposed")  amendment  submitted  to  an  examiner  for 
consideration  is  not  entered  into  the  specification  or  drawings 
of  the  application.  Office  practice  is  to  make  such  an  informal 
or  proposed  amendment  of  record  in  the  application  file 
(usually  by  attachment  to  an  interview  summary  record).  Thus, 
"informal"  amendments  submitted  to  examiners  for  consider- 
ation are  part  of  the  correspondence  between  the  Office  and  the 
applicant  (or  patentee)  that  must  be  submitted  (if  contained  in 
applicant's  or  patentee's  records  of  the  application  or  patent). 

Comment  IJ:  One  comment  questioned  whether  §  1.251 
applies  when  the  file  is  otherwise  available,  but  is  missing 
specific  documents. 

Response:  Section  1.251  generally  applies  only  to  situations 
in  which  the  file  of  an  application  or  patent  (not  just  certain 
documents)  is  unlocatable.  When  a  document  is  missing  from 


an  application,  Office  practice  is  to  call  the  applicant's  repre- 
sentative and  request  submission  (generally  by  facsimile)  of  a 
copy  of  the  missing  document.  While  the  Office  intends  to 
continue  to  treat  missing  documents  in  this  relatively  informal 
manner  (rather  than  issuing  a  notice  under  §  1.251),  the  Office 
may  issue  a  notice  under  §  1.251  to  obtain  a  copy  of  a  missing 
document  if  the  Office's  informal  attempts  to  obtain  a  copy  of 
the  document  are  unsuccessful. 

Comment  12:  One  comment  questioned  what  the  Office  does 
with  the  original  file  if  it  is  discovered  after  the  file  has  been 
reconstructed. 

Response:  The  Office  will  combine  the  papers  into  a  single 
file  wrapper  and  then  destroy  the  other  file  wrapper  (as  well  as 
any  duplicate  papers). 

Comment  13:  One  comment  argued  that  the  provisions  of  § 
1.251  are  not  effective  as  to  a  patentee  since  there  is  no  threat 
(e.g.,  threat  of  abandorunent)  if  a  patentee  does  not  comply 
with  a  notice  requiring  a  copy  of  the  patent  file.  Another 
comment  suggested  that  the  Office  expressly  indicate  that  there 
is  no  consequence  if  a  patentee  fails  to  comply  with  a  notice 
under  §  1 .25 1  because  a  statutory  change  would  be  required  for 
the  Office  to  be  able  to  impose  a  consequence  such  as  lapse  of 
the  patent  on  a  patentee. 

Response:  If  a  patentee  does  not  timely  reply  to  a  notice 
under  §  1.251,  the  patent  will  not  "lapse"  or  expire.  Neverthe- 
less, it  is  incorrect  to  say  that  there  is  no  consequence  to  a 
patentee  who  fails  to  comply  with  a  notice  under  §  1.251.  If  a 
patentee  fails  to  timely  comply  with  a  notice  under  §  1.251,  the 
only  certified  copy  of  the  patent  file  that  the  Office  will  be  able 
to  produce  will  be  a  copy  of  the  patent  and  a  copy  of  the 
application-as-filed  (which  may  have  an  adverse  impact  during 
attempts  to  enforce  the  patent).  In  addition,  if  the  patent  is 
involved  in  a  proceeding  before  the  Office,  the  Office  may  take 
action  under  §  1.616  or  §  10.18.  Thus,  the  provisions  of  § 
1.251  will  be  effective  as  to  a  patentee  even  in  the  absence  of 
a  statutory  change  to  impose  some  other  consequence  (e.g., 
lapse  of  the  patent). 

Comment  14:  Several  comments  argued  that  the  threat  of 
holding  an  application  abandoned  when  the  file  was  lost  by  the 
Office  was  patently  unfair.  One  comment  suggested  that  the 
sanction  for  noncooperation  with  a  requirement  for  a  copy  of 
the  application  file  for  applications  subject  to  the  twenty-year 
patent  term  provisions  of  35  U.S.C.  154(a)(2)  be  a  reduction  of 
any  patent  term  adjustment  under  35  U.S.C.  154(b),  and  that 
the  sanction  for  noncooperation  with  a  requirement  for  a  copy 
of  the  application  file  for  applications  not  subject  to  the 
twenty-year  patent  tenn  provisions  of  35  U.S.C.  154(a)(2)  be 
a  requirement  for  a  terminal  disclaimer. 

Response:  As  discussed  above,  the  Office  cannot  process  or 
examine  an  application  if  its  file  is  unlocatable.  Treating 
noncooperation  with  a  requirement  for  a  copy  of  the  applica- 
tion file  for  applications  solely  by  a  reduction  of  any  patent 
term  adjustment  or  requirement  for  a  terminal  disclaimer 
would  give  rise  to  an  open-ended  suspension  of  action  for  any 
application  in  which  the  applicant  chooses  not  to  timely  reply 
to  a  notice  under  §  1.251. 

It  is  well  established  that  keeping  an  application  pending 
before  the  Office  for  an  indeterminate  period  of  time  with  no 
prospect  of  action  being  taken  by  either  the  Office  or  the 
applicant  is  not  consistent  with  the  spirit  of  the  patent 
application  examination  process.  See  Planning-Machine  Co.  v. 
Keith,  101  U.S.  (11  Otto)  479,  485  (1879)  (applicant  cannot 
without  cause  hold  an  application  pending  during  a  long  period 
without  prosecuting  the  application).  If  an  applicant  fails  to 
cooperate  with  the  Office's  attempt  to  reconstruct  the  file  of  an 
unlocatable  application,  there  is  no  prospect  of  action  being 
taken  by  either  the  Office  or  the  applicant  until  the  applicant 
replies  to  the  notice  under  §  1.251.  Therefore,  if  the  file  of  an 
application  is  unlocatable  and  the  applicant  fails  to  cooperate 
with  the  Office's  attempt  to  reconstruct  the  file,  it  is  appropriate 
to  terminate  proceedings  in  that  application  and  treat  the 
application  as  abandoned. 

Comment  15:  One  comment  suggested  that  if  an  application 
becomes  abandoned  for  failure  to  reply  to  a  notice  under  § 
1.251,  the  applicant  should  be  able  to  revive  the  apphcation. 
Another  comment  suggested  that  the  Office  should  permit  the 
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applicant  to  revive  the  application  for  unintentional  abandon- 
ment at  no  cost  to  the  applicant  (the  cost  being  absorbed  by  the 
Office). 

Response:  An  application  abandoned  for  failure  to  timely 
reply  to  a  notice  under  §  1.251  may  be  revived  pursuant  to  § 
1.137.  provided  that  the  conditions  specified  in  §  1.137  can  be 
met  {i.e..  the  delay  in  reply  to  the  notice  under  §  1.215  was 
unavoidable  or  unintentional).  35  U.S.C.  41(a)(7)  requires  the 
Office  to  charge  a  fee  for  filing  a  petition  to  revive  an 
abandoned  application,  regardless  of  whether  the  delay  was 
unintentional  or  unavoidable.  In  any  event,  an  application 
abandoned  for  failure  to  timely  reply  to  a  notice  under  §  1.251 
is  not  abandoned  because  the  Office  cannot  locate  the  appli- 
cation, but  because  the  applicant  failed  to  timely  reply  to  the 
notice  under  §  1.251. 

Comment  16:  Several  comments  argued  that  applicants  and 
patentees  are  unable  to  state  with  absolute  confidence  that  their 
records  are  a  complete  and  accurate  copy  of  the  correspon- 
dence between  the  Office  and  the  applicant  or  patentee  for  the 
application,  patent,  or  other  proceeding  (since  correspondence 
from  the  Office  may  have  been  lost  in  the  mail).  Some 
comments  suggested  that  an  applicant  or  patentee  be  required 
to  state  only  that  the  copy  is  a  complete  and  accurate  copy  of 
the  applicant  or  patentee's  record  of  the  correspondence 
between  the  Office  and  the  applicant  or  patentee  for  the 
application,  patent,  or  other  proceeding.  Another  conmient 
suggested  that  an  applicant  or  patentee  be  required  to  state  only 
that  the  copy  is  complete  and  accurate  to  the  best  of  the 
individual's  knowledge  and  beUef,  upon  reasonable  investiga- 
tion. 

Response:  Sections  1.251(b)(1)  and  (b)(2)  as  proposed 
provided  for  the  situation  in  which  the  applicant  or  patentee 
possessed  a  complete  and  accurate  copy  of  the  applicant's  or 
patentee's  record  of  all  of  the  correspondence  between  the 
Office  and  the  appUcant  or  patentee  for  such  application, 
patent,  or  other  proceeding,  and  §  1.251(b)(3)  as  proposed 
provided  for  the  situation  in  which  an  applicant  or  patentee  did 
not  possess  a  complete  and  accurate  copy  of  the  applicant's  or 
patentee's  record  of  all  of  the  correspondence  between  the 
Office  and  the  appUcant  or  patentee  for  such  application, 
patent,  or  other  proceeding.  Since  applicants  and  patentees 
caimot  be  certain  of  whether  their  records  are  a  complete  and 
accurate  copy  of  all  of  the  correspondence  between  the  Office 
and  the  appUcant  or  patentee  for  such  appUcation,  patent,  or 
other  proceeding,  §§  1.251(a)(1)  and  (a)(2)  as  adopted  provide 
for  the  situation  in  which  the  applicant  or  patentee  possesses 
some  record  (whether  complete  or  incomplete)  of  the  corre- 
spondence between  the  Office  and  the  applicant  or  patentee, 
and  §  1.251(a)(3)  provides  for  the  rare  situation  in  which  an 
applicant  or  patentee  does  not  possess  any  record  of  the 
correspondence  between  the  Office  and  the  applicant  or  pat- 
entee. 

Sections  1.251(a)(1)  and  (a)(2)  will  require  a  statement  that 
the  copy  produced  by  appUcant  or  patentee  is  a  complete  and 
accurate  copy  of  the  applicant's  or  patentee's  record  of  all  of 
the  correspondence  between  the  Office  and  the  appUcant  or 
patentee  for  such  appUcation,  patent,  or  other  proceeding 
(except  for  U.S.  patent  documents),  and  whether  appUcant  or 
patentee  is  aware  of  any  correspondence  between  the  Office 
and  the  appUcant  or  patentee  for  such  appUcation,  patent,  or 
other  proceeding  that  is  not  among  applicant's  or  patentee's 
records.  An  appUcant  or  patentee  should  be  able  to  state  with 
confidence  that  the  copy  provided  to  or  produced  for  the  Office 
is  a  complete  and  accurate  copy  of  the  applicant's  or  patentee's 
record  (if  any)  of  all  of  the  correspondence  between  the  Office 
and  the  applicant  or  patentee,  and  whether  applicant  or 
patentee  is  aware  of  any  correspondence  between  the  Office 
and  the  appUcant  or  patentee  for  such  appUcation,  patent,  or 
other  proceeding  that  is  not  among  appUcant' s  or  patent's 
records. 


Response:  Section  1.251(a)(2)  requires  a  statement  that  the 
copy  produced  by  applicant  or  patentee  (not  the  copy  produced 
by  the  Office)  is  a  complete  and  accurate  copy  of  applicant's  or 
patentee's  record  of  aU  of  the  correspondence  between  the 
Office  and  the  applicant  or  patentee  for  such  appUcation, 
patent,  or  other  proceeding. 

Comment  18:  One  comment  required  that  the  Office  indicate 
where  or  to  whom  the  applicant  or  patentee  is  to  produce  the 
applicant's  or  patentee's  record  of  the  correspondence  between 
the  Office  and  the  applicant  or  patentee  for  the  application, 
patent,  or  other  proceeding  for  copying  by  the  Office. 

Response:  If  an  appUcant  or  patentee  decides  to  produce  his 
or  her  record  of  the  correspondence  between  the  Office  and  the 
applicant  or  patentee  for  the  application,  patent,  or  other 
proceeding  for  copying  by  the  Office  under  §  1.251(a)(2) 
(rather  than  provide  a  copy  under  §  1.251(a)(1)),  the  record 
should  be  brought  to  the  Customer  Service  Center  in  the  Office 
of  Initial  Patent  Examination  (Crystal  Plaza  2,  2011  South 
Clark  Place,  Arlington,  VA  22202). 

Comment  19:  One  comment  noted  that  §  1.251  provides  the 
option  of  producing  the  applicant's  or  patentee's  record  of  all 
of  the  correspondence  between  the  Office  and  the  applicant  or 
patentee  for  such  application,  patent,  or  other  proceeding  for 
the  Office  to  copy  when  the  applicant  or  patentee  possesses  a 
complete  copy  of  the  correspondence  between  the  Office  and 
the  applicant  or  patentee  for  such  application,  patent,  or  other 
proceeding.  The  comment  suggests  that  the  Office  should  also 
provide  the  option  of  producing  the  applicant's  or  patentee's 
record  of  all  of  the  correspondence  between  the  Office  and  the 
appUcant  or  patentee  for  such  application,  patent,  or  other 
proceeding  for  the  Office  to  copy  when  the  applicant  or 
patentee  does  not  possess  a  complete  copy  of  the  correspon- 
dence between  the  Office  and  the  applicant  or  patentee  for  such 
application,  patent,  or  other  proceeding. 

Response:  Section  1.251(a)(2)  provides  the  option  of  pro- 
ducing the  applicant's  or  patentee's  record  of  all  of  the 
correspondence  between  the  Office  and  the  applicant  or  pat- 
entee for  such  application,  patent,  or  other  proceeding  for  the 
Office  to  copy  even  when  the  appUcant  or  patentee  does  not 
possess  a  complete  copy  of  the  correspondence  between  the 
Office  and  the  applicant  or  patentee  for  such  application, 
patent,  or  other  proceeding. 

Comment  20:  Several  comments  suggested  that  the  Office 
should  reimburse  applicants  or  patentees  for  the  costs  of 
copying  the  appUcation  or  patent  file  and  deUvering  the  copy  to 
the  Office. 

Response:  The  Office  does  not  currently  reimburse  appli- 
cants or  patentees  for  the  costs  of  copying  the  appUcation  or 
patent  file  and  delivering  the  copy  to  the  Office.  The  changes 
in  this  final  rule  will  not  affect  the  costs  of  copying  the 
application  or  patent  file  and  deUvering  the  copy  to  the  Office 
as  compared  to  current  practice.  The  Office  will  study  the 
reimbursement  question  to  consider  the  costs  and  operational 
considerations  associated  with  such  a  proposal. 

Classification 


Administrative  Procedure  Act 

The  changes  in  this  final  rule  concern  only  the  procedures 
for  obtaining  a  copy  of  applicant's  or  patentee's  record  of  the 
correspondence  between  the  Office  and  the  applicant  or  pat- 
entee for  an  application,  patent,  or  other  proceeding  when 
necessary  to  reconstruct  the  file  of  such  application,  patent,  or 
other  proceeding.  Therefore,  prior  notice  and  an  opportunity 
for  public  comment  are  not  required  pursuant  to  5  U.S.C. 
553(b)(A)  (or  any  other  law),  and  thirty-day  advance  publica- 
tion is  not  required  pursuant  to  5  U.S.C.  553(d)  (or  any  other 
law). 


Comment  17:  One  comment  suggested  that  §  1.251  was 
unclear  as  to  whether  the  appUcant  or  patentee  was  being 
required  to  state  that  the  copy  being  produced  by  the  applicant 
or  patentee  for  copying  by  the  Office,  or  the  copy  produced  by 
the  Office,  was  a  complete  and  accurate  copy  of  the  correspon- 
dence between  the  Office  and  the  appUcant  or  patentee  for  the 
application,  patent,  or  other  proceeding. 


Regulatory  Flexibility  Act 

As  prior  notice  and  an  opportunity  for  public  comment  are 
not  required  pursuant  to  5  U.S.C.  553  (or  any  other  law),  an 
initial  regulatory  flexibility  analysis  under  the  Regulatory 
Flexibility  Act  (5  U.S.C.  601  et  seq.)  is  not  required.  See  5 
U.S.C.  603. 
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Executive  Order  13132 

This  document  does  not  contain  policies  with  federalism 
implications  sufficient  to  warrant  preparation  of  a  Federalism 
Assessment  under  Executive  Order  13132  (Aug.  4,  1999). 

Executive  Order  12866 

This  document  has  been  determined  to  be  not  significant  for 
purposes  of  Executive  Order  12866  (Sept.  30,  1993). 

Paperwork  Reduction  Act 


List  of  Subjects  in  37  CFR  Part  1 


Administrative  practice  and  procedure,  Courts,  Freedom  of 
Information,  Inventions  and  patents.  Reporting  and  record 
keeping  requirements.  Small  Businesses. 


For  the  reasons  set  forth  in  the  preamble,  37  CFR  Part  1  is 
amended  as  follows: 


PART  1— RULES  OF  PRACTICE  IN  PATENT  CASES 


This  document  involves  information  collection  requirements 
which  are  subject  to  review  by  the  Office  of  Management  and 
Budget  (OMB)  under  the  Paperwork  Reduction  Act  of  1995 
(44  U.S.C.  3501  et  seq.).  The  collection  of  information 
involved  in  this  document  was  submitted  for  approval  by  OMB 
under  control  number  0651-0031.  The  United  States  Patent  and 
Trademark  Office  submitted  this  information  collection  pack- 
age to  OMB  for  its  review  and  approval  because  the  changes 
in  this  notice  affect  the  information  collection  requirements 
associated  with  that  information  collection  package. 

The  title,  description,  and  respondent  description  of  this 
information  collection  is  shown  below  with  an  estimate  of  the 
annual  reporting  burdens.  Included  in  the  estimate  is  the  time 
for  reviewing  instructions,  gathering  and  maintaining  the  data 
needed,  and  completing  and  reviewing  the  collection  of  infor- 
mation. The  principal  impact  of  the  changes  in  this  notice  is  to 
set  forth  the  procedures  for  obtaining  a  copy  of  applicant' s  or 
patentee's  record  of  the  correspondence  between  the  Office  and 
the  applicant  or  patentee  for  an  application,  patent,  or  other 
proceeding  when  necessary  to  reconstruct  the  file  of  such 
application,  patent,  or  other  proceeding. 

OMB  Number:  0651-0031. 

Title:  Patent  Processing  (Updating). 

Forrti  Numbers:  PTO/SB/08/21-27/31/42/43/61/62/63/64/ 
67/68/91/92/96/  97. 

Type  of  Review:  Approved  through  October  of  2002. 

Affected  Public:  Individuals  or  Households,  Business  or 
Other  For-  Profit  Institutions,  Not-for-Profit  Institutions  and 
Federal  Government. 

Estimated  Number  of  Respondents:  2,231,365. 

Estimated  Time  Per  Response:  0.46  hours. 

Estimated  Total  Annual  Burden  Hours:  1,018,736  hours. 

Needs  and  Uses:  During  the  processing  of  an  application  for 
a  patent,  the  applicant/agent  may  be  required  or  desire  to 
submit  additional  information  to  the  United  States  Patent  and 
Trademark  Office  concerning  the  examination  of  a  specific 
application.  The  specific  information  required  or  which  may  be 
submitted  includes:  Information  Disclosure  Statements;  Termi- 
nal Disclaimers;  Petitions  to  Revive;  Express  Abandonments; 
Appeal  Notices;  Petitions  for  Access;  Powers  to  Inspect; 
Certificates  of  Mailing  or  Transmission;  Statements  under  § 
3.73(b);  Amendments,  Petitions  and  their  Transmittal  Letters; 
and  Deposit  Account  Order  Forms. 

Comments  are  invited  on:  (1)  Whether  the  collection  of 
information  is  necessary  for  proper  performance  of  the  func- 
tions of  the  agency;  (2)  the  accuracy  of  the  agency's  estimate 
of  the  burden;  (3)  ways  to  enhance  the  quality,  utility,  and 
clarity  of  the  information  to  be  collected;  and  (4)  ways  to 
minimize  the  burden  of  the  collection  of  information  to 
respondents. 

Interested  persons  are  requested  to  send  comments  regard- 
ing these  information  collections,  including  suggestions  for 
reducing  this  burden,  to  Robert  J.  Spar,  Director,  Office  of 
Patent  Legal  Administration,  United  States  Patent  and  Trade- 
mark Office,  Washington,  DC  20231,  or  to  the  Office  of 
Information  and  Regulatory  Affairs,  OMB,  725  17th  Street, 
NW.,  Washington,  DC  20503  (Attn:  Desk  Officer  for  the 
United  States  Patent  and  Trademark  Office). 

Notwithstanding  any  other  provision  of  law,  no  person  is 
required  to  respond  to  nor  shall  a  person  be  subject  to  a  penalty 
for  failure  to  comply  with  a  collection  of  information  subject  to 
the  requirements  of  the  Paperwork  Reduction  Act  unless  that 
collection  of  information  displays  a  currently  valid  OMB 
control  number. 


1 .  The  authority  citation  for  37  CFR  Part  1  continues  to  read 
as  follows: 


Authority:  35  U.S.C.  2(b)(2). 


2.  Section  1.251  is  added  immediately  following  §  1.248  to 
read  as  follows: 


§  1.251  Unlocatable  file. 

(a)  In  the  event  that  the  Office  cannot  locate  the  file  of  an 
application,  patent,  or  other  patent-related  proceeding  after  a 
reasonable  search,  the  Office  will  notify  the  applicant  or 
patentee  and  set  a  time  period  within  which  the  applicant  or 
patentee  must  comply  with  the  notice  in  accordance  with  one 
of  paragraphs  (a)(1),  (a)(2),  or  (a)(3)  of  this  section. 

(1)  Applicant  or  patentee  may  comply  with  a  notice  under 
this  section  by  providing: 

(i)  A  copy  of  the  applicant's  or  patentee's  record  (if  any)  of 
all  of  the  correspondence  between  the  Office  and  the  applicant 
or  patentee  for  such  application,  patent,  or  other  proceeding 
(except  for  U.S.  patent  documents); 

(ii)  A  list  of  such  correspondence;  and 

(iii)  A  statement  that  the  copy  is  a  complete  and  accurate 
copy  of  the  applicant's  or  patentee's  record  of  all  of  the 
correspondence  between  the  Office  and  the  applicant  or  pat- 
entee for  such  application,  patent,  or  other  proceeding  (except 
for  U.S.  patent  documents),  and  whether  applicant  or  patentee 
is  aware  of  any  correspondence  between  the  Office  and  the 
applicant  or  patentee  for  such  application,  patent,  or  other 
proceeding  that  is  not  among  applicant's  or  patentee's  records. 

(2)  Applicant  or  patentee  may  comply  with  a  notice  under 
this  section  by: 

(i)  Producing  the  applicant's  or  patentee's  record  (if  any)  of 
all  of  the  correspondence  between  the  Office  and  the  applicant 
or  patentee  for  such  application,  patent,  or  other  proceeding  for 
the  Office  to  copy  (except  for  U.S.  patent  documents);  and 

(ii)  Providing  a  statement  that  the  papers  produced  by 
applicant  or  patentee  are  applicant's  or  patentee's  complete 
record  of  all  of  the  correspondence  between  the  Office  and  the 
applicant  or  patentee  for  such  application,  patent,  or  other 
proceeding  (except  for  U.S.  patent  documents),  and  whether 
applicant  or  patentee  is  aware  of  any  correspondence  between 
the  Office  and  the  applicant  or  patentee  for  such  application, 
patent,  or  other  proceeding  that  is  not  among  applicant's  or 
patentee's  records. 

(3)  If  applicant  or  patentee  does  not  possess  any  record  of 
the  correspondence  between  the  Office  and  the  applicant  or 
patentee  for  such  application,  patent,  or  other  proceeding, 
applicant  or  patentee  must  comply  with  a  notice  under  this 
section  by  providing  a  statement  that  applicant  or  patentee 
does  not  possess  any  record  of  the  correspondence  between  the 
Office  and  the  applicant  or  patentee  for  such  application, 
patent,  or  other  proceeding. 

(b)  With  regard  to  a  pending  application,  failure  to  comply 
with  one  of  paragraphs  (a)(1),  (a)(2),  or  (a)(3)  of  this  section 
within  the  time  period  set  in  the  notice  will  result  in  abandon- 
ment of  the  application. 


Oct.  31,  2000 


Q.  TODD  DICKINSON 

Under  Secretary  of  Commerce  for 

Intellectual  Property  and 

Director  of  the  United  States 

Patent  and  Trademark  Office 

[1241  OG  36] 


March  2.  2004 


U.S.  PATENT  AND  TRADEMARK  OFFICE 
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^       ^  Terminal  Disclaimers  Required  to 

Overcome  Judicially-Created  Double 
Patenting  Rejections  in  Utility  and  Plant  Applications 
Filed  on  or  After  June  8,  1995 

Section  532  of  Public  Law  103-465,  108  Stat.  4809  (1994), 
amended  35  U.S.C.§  154(a)(2)  to  provide  that  any  patent 
issuing  on  a  utility  or  plant  application  filed  on  or  after  June  8, 
1995  will  expire  twenty  years  from  its  filing  date,  or,  if  tlie 
application  claims  the  benefit  of  an  earlier  filed  application 
under  35  U.S.C.  §§  120.  121,  or  365(c),  twenty  years  from  the 
earliest  filing  date  for  which  a  benefit  under  35  U.S.C.  §§  120, 
121,  or  365(c)  is  claimed.  Therefore,  any  patent  issuing  on  a 
coniinumg  utility  or  plant  application  filed  on  or  after  June  8, 
1995  will  expire  twenty  years  from  the  earliest  filing  date  for 
which  a  benefit  is  claimed  under  35  U.S.C.  §§  120,  121,  or 
365(c),  subject  to  the  provisions  of  35  U.S.C.  §  154(b). 

A  number  of  applicants  have  argued  that  a  terminal  dis- 
claimer under  37  C.F.R.  §  1.321  should  not  be  required  in  a 
continuing  application  filed  on  or  after  June  8,  1995  to 
overcome  a  judicially-created  double  patenting  rejection  based 
upon  an  apphcation  for  which  a  benefit  is  claimed  under  35 
U.S.C.  §§  120,  121,  or  365(c),  as  any  patent  issuing  on  such 
continuing  application  would  expire  no  later  than  the  patent 
issuing  on  the  application  which  formed  the  basis  for  the 
rejection.  The  above-mentioned  amendment  to  35  U.S.C.  §  154 
notwithstanding,  there  are  at  least  two  reasons  for  insisting 
upon  a  terminal  disclaimer  to  overcome  a  judicially-created 
double  patenting  rejection  in  such  an  application. 

First:  35  U.S.C.  §  154(b)  includes  provisions  for  patent  term 
extension  based  upon  various  prosecution  delays  during  the 
apphcation  process.  Thus,  35  U.S.C.  §  154  does  not  currently 
ensure  that  any  patent  issuing  on  a  continuing  utility  or  plant 
application  filed  on  or  after  June  8,  1995  will  necessarily 
expire  twentv  years  from  the  earliest  filing  date  for  which  a 
benefit  is  claimed  under  35  U.S.C.  §§  120,  121,  or  365(c). 
Also,  legislation  is  pending  in  Congress  (H.R.  400  and  S.  507, 
105th  Cong.,  1st  Sess.  (1997))  that  would  expand  the  oppor- 
tunity for  adjusting  patent  terms,  prospectively  or  retroactively, 
for  utility  and  plant  applications  applied  for  on  or  after  June  8, 
1995.  Therefore,  whether  under  the  present  statutory  provision 
or  pending  or  future  changes  to  it,  the  current  twenty-year  term 
provision  of  35  U.S.C.  §  154(a)(2)  cannot  be  relied  upon  in 
many  cases  as  ensuring  the  expiration  date  of  a  patent  issuing 
on  a  utility  or  plant  application  filed  on  or  after  June  8,  1995. 

Second:  37  C.F.R.  §  1.321(c)(3)  requires  that  a  terminal 
disclaimer  filed  to  obviate  a  double  patenting  rejection  include 
a  proMsion  that  any  patent  granted  on  that  application  be 
enforceable  only  for  and  during  the  period  that  the  patent  is 
commonly  owned  with  the  application  or  patent  which  formed 
the  basis  for  the  rejection.  This  requirement  serves  to  avoid  the 
potential  for  harassment  of  an  accused  infringer  by  multiple 
parties  with  patents  covering  the  same  patentable  invention  (37 
C.F.R.  §  1.601(n)).  See,  e.g..  In  re  Van  Ornum,  686  F.2d  937, 
944-48.  214  USPQ  161.167-10  (CCPA  1982).  Not  insisting 
upon  a  terminal  disclaimer  to  overcome  a  judicially-created 
double  patenting  rejection  in  an  application  subject  to  twenty- 
year  term  under  35  U.S.C.  §  154(a)(2)  would  result  in  the 
potential  for  the  problem  that  37  C.F.R.  §  1.321(c)(3)  was 
promulgated  to  avoid. 

Accordingly,  a  terminal  disclaimer  under  37  C.F.R.  §  1.321 
is  (still)  required  in  an  application  to  overcome  a  judicially- 
created  double  patenting  rejection,  even  if  the  application  was 
filed  on  or  after  June  8,  1995  and  claims  the  benefit  under  35 
U.S.C.  §§  120,  121,  or  365(c)  of  the  filing  date  of  an 
application  which  forms  the  basis  for  the  rejection.  Examiners 
should  respond  to  arguments  that  a  terminal  disclaimer  under 
37  C.F.R.  1.321  should  not  be  required  in  a  continuing 
application  filed  on  or  after  June  8,  1995  to  overcome  a 
judicially-created  double  patenting  rejection  due  to  the  change 
to  35  U.S.C.  §  154  by  citing  this  Official  Gazette  notice. 

Inquiries  regarding  this  matter  should  be  directed  to  Senior 
Legal  Advisor  Robert  W.  Bahr  at  (703)  305-9285. 
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Handling  of  Status  Inquiries 


This  notice  is  intended  to  supplement  the  discussion  set 
forth  in  the  Official  Gazette  Notice  published  at  893  Official 
Gazette  810  entitled  "Status  Inquires"  (Dec.  21,  1971). 

It  has  come  to  the  attention  of  the  Patent  and  Trademark 
Office  (PTO)  that  its  employees  may  have  improperly  released 
confidential  information  concerning  pending  applications.  Spe- 
cifically, issue  date  and  patent  number  infonnation  assigned  to 
pending  applications  may  have  been  improperly  released. 

No  information  concerning  pending  or  abandoned  patent 
applications  (except  reissue  applications  and  reexamination 
proceedings)  may  be  given  to  the  public  by  the  PTO  without 
the  authorization  of  the  applicant  or  the  assignee  or  attorney  or 
agent  of  record.  35  USC  §  122  and  37  CFR  §  1.14.  Other 
exceptions  are  specified  at  37  CFR  §  1.14. 

However,  PTO  employees  will  release  information  on  the 
status  of  patent  applications  to  the  applicant  or  assignee  or 
attorney  or  agent  of  record  if  the  identity  of  the  requestor  can 
be  adequately  verified  as  set  forth  below. 

Telephonic  status  inquiries  should  continue  to  be  directed  to 
the  PTO  clerical  personnel.  The  PTO  clerical  personnel  will 
obtain  the  caller's  full  name,  the  application  serial  number  and 
the  caller's  telephone  number.  The  PTO  clerical  personnel  will 
ask  the  caller  if  there  is  an  attorney  or  agent  of  record. 

If  there  is  an  attorney  or  agent  of  record,  the  PTO  clerical 
personnel  will  ask  for  his/her  registration  number.  If  the 
registration  number  is  not  known,  the  PTO  clerical  personnel 
will  ask  for  the  name  of  the  attorney  or  agent  of  record.  The 
PTO  clerical  personnel  will  inform  the  caller  that  an  attorney 
or  agent  of  record  will  be  called  after  verification  of  his/her 
identity  and  that  the  requested  status  information  concerning 
the  application  will  be  released  to  that  attorney  or  agent. 

If  there  is  no  attorney  or  agent  of  record,  the  PTO  clerical 
personnel  will  ask  the  caller  why  he/she  is  entitled  to  infor- 
mation concerning  the  application.  If  the  caller  identifies 
himself/Herself  as  an  applicant  or  an  authorized  representative 
of  the  assignee  of  record,  the  PTO  clerical  personnel  will  ask 
for  the  correspondence  address  of  record.  Then,  the  PTO 
clerical  personnel  will  inform  caller  that  his/her  association 
with  the  application  must  be  verified  before  any  information 
concerning  the  application  can  be  released,  and  that  he/she  will 
be  called  back.  If  the  caller  indicates  that  he/she  is  not  an 
applicant  or  an  authorized  representative  of  the  assignee  of 
record,  the  PTO  clerical  personnel  will  inform  caller  that  no 
information  concerning  that  application  will  be  released. 

The  PTO  clerical  personnel  will  then  verify  the  identity  of 
any  caller  claiming  to  be  associated  with  the  application  by 
checking  the  Patent  Application  Locating  and  Monitoring 
(PALM)  system  or  the  application  file. 

If  an  attorney  or  agent  is  of  record  in  the  application,  the 
PTO  clerical  personnel  will  release  the  status  information 
concerning  the  application  by  calhng  the  attorney's  or  agent's 
telephone  number  obtained  from  PALM  or  the  application  file. 

If  the  applicant  or  an  authorized  representative  of  the 
assignee  of  record  requests  information,  and  there  is  no 
attorney  or  agent  of  record  and  the  correspondence  of  record 
has  been  verified,  the  PTO  clerical  personnel  will  release  the 
status  information  to  the  caller  using  the  telephone  number 
given  by  the  caller.  If  the  caller's  association  with  the  appli- 
cation cannot  be  verified,  no  information  concerning  the 
application  will  be  released.  However,  the  caller  should  be 
informed  that  the  caller's  association  with  the  application 
could  not  be  verified. 

In  handling  an  in-person  status  request,  PTO  clerical  per- 
sonnel will  ask  the  requester  to  wait  while  verifying  their 
identification  as  set  forth  above. 


September  5.  1997 


STEPHEN  G.  KUNIN 

Deputy  Assistant  Commissioner  for 

Patent  Policy  and  Projects 

1202  OG  112] 


May  14,  1990  HARRY  F.  MANBECK,  Jr. 

Assistant  Secretary  and  Commissioner 

of  Patents  and  Trademarks 

[1115  OG.  17] 
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(179)     Changes  to  Disclosure  Document  Program 

The  PTO  is  revising  and  clarifying  the  Disclosure  Document 
Program  to  improve  processing  and  to  simplify  customer 
requirements.  The  following  changes  to  the  Disclosure  Docu- 
ment Program  are  effective  upon  publication: 

•  Duplicate  copies  of  documents  are  no  longer  required.  Only 
the  original  document  is  required  for  submission. 

•  The  original  Disclosure  Document  will  not  be  returned  to  the 
customer. 

•  A  self  addressed,  stamped  envelope  is  no  longer  required. 

•  A  standard  format  for  the  disclosure  Document  is  required: 

1)  The  document  must  be  written  on  one  side  only,  on  white 
letter-size  (21.6  cm  x  27.9  cm  or  8  1/2  by  11  inches)  or  DE^ 
Size  A4  (21.0  x  29.7  cm)  paper.  (Oversized  paper,  although 
foldable  to  the  above  dimensions,  is  not  acceptable.)  2) 
Drawings  or  sketches  must  be  on  paper  the  same  size  as  the 
rest  of  the  document. 

•  The  fee  for  filing  a  Disclosure  Document  is  $10.00.  Docu- 
ments submitted  without  the  full  fee  will  be  returned. 

•  A  copy  of  a  Disclosure  Document  will  be  furnished  upon 
receipt  of  a  written  request  (from  the  inventor  or  attorney/agent 
only)  and  with  a  fee  of  $25.00.  37  CFR  §  1.19(b)(3). 

Section  1706  of  the  Manual  of  Patent  Examining  Procedures 
(MPEP)  will  be  revised  in  accordance  with  this  notice.  The 
section  also  contains  further  information  regarding  the  Disclo- 
sure Document  Program. 


July  21,  1995 


JAMES  O.  THOMAS.  JR. 

Deputy  Assistant  Commissioner 

for  Patent  Process  Services 
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Disclosure  Document  Program 


This  notice  consolidates  and  supersedes  the  notices  of  Mar. 
26,  1969  (862  O.G.  1)  and  Aug.  11,  1970  (878  O.G.  1)  relating 
to  the  Patent  Ofl&ce  Disclosure  Document  Program.  Under  this 
program  the  Patent  Office  accepts  and  preserves,  for  a  period 
of  two  years,  papers  referred  to  as  "Disclosure  Documents." 
These  papers  may  be  used  as  evidence  of  the  dates  of 
conception  of  inventions. 

The  Program 

A  paper  disclosing  an  invention  and  signed  by  the  inventor 
or  inventors  may  be  forwarded  to  the  Patent  Office  by  the 
inventor  (or  by  any  one  of  the  inventors  when  there  are  joint 
inventors),  by  the  owner  of  the  invention,  or  by  the  attorney  or 
agent  of  the  inventor(s)  or  owner.  It  will  be  retained  for  two 
years  and  then  be  destroyed  unless  it  is  referred  to  in  a  separate 
letter  in  a  related  patent  application  within  said  two  years. 

A  Disclosure  Document  is  not  a  patent  application  and  the 
date  of  its  receipt  in  the  Patent  Ofl&ce  will  not  become  the 
eflfective  filing  date  of  any  patent  application  subsequently 
filed.  However,  like  patent  applications,  these  documents  will 
be  kept  in  confidence  by  the  Patent  Office.  If  patent  protection 
is  desired,  a  patent  application  should  be  filed  as  soon  as 
possible. 

This  program  does  not  diminish  the  value  of  conventional 
witnessed  and  notarized  records  as  evidence  of  conception  of 
an  invention,  but  it  should  provide  a  more  credible  form  of 
evidence  than  that  provided  by  the  popular  practice  of  mailing 
a  disclosure  to  oneself  or  another  person  by  registered  mail. 
The  program  is  made  available  as  a  service  to  those  persons 
desiring  to  use  it. 

Content  of  Disclosure  Document 

Although  there  are  no  restrictions  as  to  content  and  claims 
are  not  necessary,  the  benefits  afforded  by  a  Disclosure 
Document  will  depend  directly  upon  the  adequacy  of  the 
disclosure.  Therefore,  it  is  strongly  urged  that  the  document 


contain  a  clear  and  complete  explanation  of  the  manner  and 
process  of  making  and  using  the  invention  in  sufficient  detail  to 
enable  a  person  having  ordinary  knowledge  in  the  field  of  the 
invention  to  make  and  use  the  invention.  When  the  nature  of 
the  invention  permits,  a  drawing  or  sketch  should  be  included. 
The  use  or  utility  of  the  invention  should  be  described, 
especially  in  chemical  inventions. 

The  Disclosure  Document  must  be  limited  to  written  matter 
or  drawings  on  paper  or  other  thin,  flexible  material,  such  as 
linen  or  plastic  drafting  material,  having  dimensions  or  being 
folded  to  dimensions  not  to  exceed  8  1/2  by  13  inches. 
Photographs  also  are  acceptable.  Each  page  should  be  num- 
bered. Text  and  drawings  should  be  sufficiently  dark  to  permit 
reproduction  with  commonly  used  office  copying  machines. 

A  $10  fee  is  charged  for  filing  a  Disclosure  Document. 
Payment  must  accompany  the  Disclosure  Document  when  it  is 
submitted  to  the  Patent  Office. 

In  addition  to  the  $10  fee,  the  Disclosure  Document  must  be 
accompanied  by  a  stamped,  self-addressed  envelope  and  a 
separate  paper  in  duplicate,  signed  by  the  inventor,  stating  that 
he  is  the  inventor  and  requesting  that  the  material  be  received 
for  processing  under  the  Disclosure  Document  Program.  The 
papers  will  be  stamped  by  the  Patent  Office  with  an  identifying 
number  and  date  of  receipt,  and  the  duplicate  request  will  be 
returned  in  the  self-addressed  envelope  together  with  a  warn- 
ing notice  indicating  that  the  Disclosure  Document  may  be 
relied  upon  only  as  evidence  and  that  a  patent  application 
should  be  diligently  filed  if  patent  protection  is  desired.  The 
inventor's  request  may  take  the  following  form: 

"The  undersigned,  being  the  inventor  of  the  disclosed 
invention,  requests  that  the  enclosed  papers  be  accepted  under 
the  Disclosure  Document  Program,  and  that  they  be  preserved 
for  a  period  of  two  years.  " 

Retention 


The  Disclosure  Document  will  be  preserved  in  the  Patent 
Office  for  two  years  after  its  receipt  and  will  then  be  destroyed 
unless  it  is  referred  to  in  a  separate  letter  in  a  related  patent 
application  filed  within  the  two-year  period.  The  Disclosure 
Document  must  be  referred  to  in  the  separate  letter  by  title, 
number,  and  date  of  receipt.  Acknowledgment  of  receipt  of 
such  letters  will  be  made  in  the  next  official  communication  or 
in  separate  letter  from  the  Patent  Office.  Unless  it  is  desired  to 
have  the  Patent  Office  retain  the  Disclosure  Document  beyond 
the  two-year  period,  it  is  not  required  that  it  be  referred  to  in  a 
patent  apphcation. 

Warning  as  to  Limitations 

The  two-year  retention  period  should  not  be  considered  to 
be  a  "grace  period"  during  which  the  inventor  can  wait  to  file 
his  patent  application  without  possible  loss  of  benefits.  It 
should  be  recognized  that  in  establishing  priority  of  invention 
an  affidavit  or  testimony  referring  to  a  Disclosure  Document 
must  usually  also  establish  diligence  in  completing  the  inven- 
tion or  in  fifing  the  patent  application  since  the  filing  of  the 
Disclosure  Document. 

Inventors  are  also  reminded  that  any  public  use  or  sale  in  the 
United  States,  or  publication  of  the  invention  anywhere  in  the 
world,  more  than  one  year  prior  to  the  filing  of  a  patent 
application  on  that  invention  will  prohibit  the  granting  of  a 
patent  on  that  invention. 

If  the  inventor  is  not  famiUar  with  what  is  considered  to  be 
"diUgence  in  completing  the  invention"  or  "reduction  to 
practice"  under  the  patent  law,  or  if  he  has  other  questions 
about  patent  matters,  the  Patent  Office  advises  him  to  consult 
an  attorney  or  agent  registered  to  practice  before  the  Patent 
Office.  Patent  attorneys  and  agents  may  be  found  in  the 
telephone  directories  of  most  major  cities.  Also,  many  large 
cities  have  associations  of  patent  attorneys  which  may  be 
consulted. 


Jan.  4,  1971. 


RICHARD  A.  WAHL 

Assistant  Commissioner 

of  Patents 
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(181)  DEPARTMENT  OF  COMMERCE 

United  States  Patent  and  Trademark  Office 

37  CFR  Parts  1  and  104 

[Docket  No.  010808202-1202-01] 

RIN  0651-AB22 

Legal  Processes 

AGENCY:  Office  of  the  General  Counsel,  United  States 
Patent  and  Trademark  Office,  Commerce. 

ACTION:  Final  rule. 

SUMMARY:  The  United  States  Patent  and  Trademark  Office 
("USPTO"  or  "Office")  is  implementing  rules  relating  to  civil 
actions  and  claims  involving  the  Office.  Specifically,  the  rules 
provide  procedures  for  service  of  process,  for  obtaining  Office 
documents  and  employee  testimony,  for  indemnifying  employ- 
ees, and  for  making  a  claim  against  the  Office  under  the 
Federal  Tort  Claims  Act. 

DATES:  Effective  September  12,  2001. 

FOR  FURTHER  INFORMATION  CONTACT:  Bernard  J 
Knight.  Jr.,  Deputy  General  Counsel  for  General  Law,  at 
703-308-2000. 

SUPPLEMENTARY  INFORMATION:  This  rule  was  pro 
posed  in  a  notice  of  proposed  rulemaking  published  at  65  FR 
80810  on  December  22,  2000.  Background  information  on  this 
rule  may  be  found  in  that  notice. 

Discussion  of  Comments 

Comment:  Proposed  section  104.23  purports  to  prohibit 
"employees"  (which  include  ex-employees)  from  giving  expert 
testimony  regarding  "Office  information,  subjects,  or  activi- 
ties." In  patent  infringement  actions,  it  is  common  for  a  party 
to  put  up  an  ex-USPTO  employee  (often  a  very  senior 
employee,  such  as  a  former  Commissioner)  as  an  expert 
witness  to  explain  the  procedures  of  the  USPTO  to  the  judge  or 
jury.  It  is  unclear  that  the  Office  has  the  authority  to  prohibit 
ex-employees  from  so  testifying,  but  in  any  event  the  use  of 
ex-USPTO  employees  as  expert  witnesses  on  such  general 
subjects  should  not  be  prohibited.  If  this  is  not  the  intent  of 
proposed  section  104.23  then  the  rule  should  be  clarified. 

Response:  Under  the  provisions  of  37  CFR  104.21(b)(2), 
former  employees  are  excluded  from  the  scope  and  purpose  of 
Subpart  C  with  respect  to  matters  in  which  the  former 
employee  did  not  participate  personally  while  at  the  Office.  In 
addition,  under  37  CFR  104.23(a)(2),  the  General  Counsel  may 
authorize  an  employee  to  give  expert  testimony  in  exceptional 
circumstances  and  purpose.  Consequently,  the  rule  does  not 
prohibit  former  employees  from  giving  expert  testimony  in 
appropriate  circumstances. 

Comment:  Generally,  it  is  not  clear  that  the  Office  should 
preclude  an  investigation  into  whether  inequitable  conduct  or 
fraud  on  the  Office  had  been  practiced  in  a  given  patent 
apphcation.  Interested  parties  (e.g.,  the  defendant  in  an  in- 
fringement action)  should  be  permitted  to  inquire  into  certain 
events  if  fraud  is  alleged.  For  instance,  if  an  exhibit  had  been 
shown  at  an  interview  and  it  were  alleged  that  the  exhibit 
(which  had  since  been  destroyed)  had  fraudulently  represented 
the  invention,  there  would  be  no  way  to  obtain  that  information 
absent  interviewing  the  Examiner — the  interview  summary 
sheet  would  not  be  effective  here.  Permitting  such  discovery 
would  impose  only  a  slight  burden  on  the  Office  and  would  not 
be  inconsistent  with  the  policies  discussed  in  the  notice  of  the 
proposed  rule.  Moreover,  to  the  extent  that  permitting  such 
inquiry  would  assist  in  uncovering  and  deterring  fraud  and 
inequitable  conduct,  other  important  policies  would  be  fur- 
thered. It  may  be  appropriate  to  treat  requests  for  such 
discovery  under  proposed  section  104.3  (relating  to  excep- 
tional circumstances).  If  such  is  the  case,  then  the  Office  is 
requested  to  respond  to  this  comment  by  indicating  that 
lawsuits  in  which  fraud/inequitable  conduct  issues  are  raised 
are  sufficiently  "exceptional"  that  requests  for  discovery  into 
such  allegations  will  be  favorably  considered  (or  at  least 
deemed  appropriately  raised)  under  this  rule. 

Response:  The  rule  does  not  prohibit  a  party  from  calling  an 
employee  as  a  fact  witness.  The  rules  do  prevent  inquiry  into 
an  examiner's  state  of  mind.  For  example,  subjective  state  of 
mind  of  the  employee  is  irrelevant  to  an  inequitable-conduct 
inquiry.  If  fact  testimony  proves  to  be  inadequate,  then  the 


parties  may  avail  themselves  of  the  provisions  of  section 
104.3,  which  provides  that  the  General  Counsel  may  waive  or 
suspend  the  rules  in  extraordinary  circumstances. 

Comment:  The  application  of  the  Department  of  Commerce 
("DOC")  rules  and  the  proposed  USPTO  rules  to  former 
employees  is  unnecessary  to  protect  the  legitimate  interests  of 
the  Office.  The  existing  USPTO  rules  of  practice  preclude 
former  employees  from  taking  any  action  which  gives  an 
appearance  of  impropriety.  37  CFR  10.110  and  10.111.  Those 
rules  give  adequate  protection  to  the  USPTO  for  voluntary 
testimony  by  former  employees  concerning  matters  the  former 
employees  worked  on  while  employed  by  the  USPTO.  Fried- 
man V.  Lehman,  40  USPQ2d  1206  (D.D.C.  1996). 

Response:  Part  10  only  applies  to  registered  patent  practi- 
tioners and  trademark  attorneys  practicing  before  the  USPTO. 
If  the  former  employee  is  not  practicing  before  the  USPTO, 
Part  10  does  not  apply.  Thus,  this  proposed  rule  is  intended  to 
apply  to  all  employees,  not  just  those  employees  who  practice 
before  the  USPTO.  Indeed,  some  former  employees  do  not 
practice  before  the  Office.  Further,  Part  10  is  intended  to 
protect  the  public  from  improper  conduct  by  practitioners, 
while  these  rules  are  intended  in  part  to  protect  the  USPTO 's 
deliberative  or  otherwise  confidential  information  from  unau- 
thorized disclosure. 

Comment:  If,  however,  the  USPTO  does  adopt  rules  apply- 
ing to  fornier  employees,  it  should  be  made  clear  that  such 
rules  would  not  have  retroactive  effect,  so  that  activity  that  was 
considered  proper  when  performed  would  not  now  become 
improper  and  subject  a  former  employee  to  some  type  of 
disciplinary  action.  In  this  regard,  it  would  be  desirable  to 
clarify  what  relationship  any  violation  of  the  proposed  rules 
would  have  to  misconduct  under  the  disciplinary  rules  of  37 
CFR  Part  10. 

Response:  The  rules  are  not  given  retroactive  effect.  Under 
the  provisions  of  37  CFR  10.23,  misconduct  potentially  could 
include  the  actions  of  an  employee  who  provided  testimony 
that  was  not  authorized  by  the  rules.  This  issue,  however,  is 
within  the  jurisdiction  of  the  Director,  Office  of  Enrollment  and 
Discipline,  and  is  not  properly  addressed  in  these  rules.  Note, 
however,  that  the  DOC  rules  have  explicitly  applied  to  former 
employees  since  1995. 

Comment:  In  addition,  consideration  should  also  be  given  to 
the  effect  which  the  current  DOC  rules  will  have  with  respect 
to  former  USPTO  employees  which  proposed  §  104.21  (b)  (2) 
would  exempt.  Such  former  USPTO  employees  are  also 
former  DOC  employees  and  the  proposed  rules  do  not  appear 
to  address  this  question. 

Response:  While  USPTO  is  a  separate  agency  within  the 
DOC,  only  the  USPTO  rules  are  apphcable  to  current  and 
former  USPTO  employees  with  respect  to  testimony  related  to 
official  USPTO  business.  Of  course,  a  former  USPTO  em- 
ployee who  is  also  a  current  or  former  employee  of  another 
DOC  organization  would  be  subject  to  the  DOC  rules  with 
respect  to  matters  related  to  that  organization.  Moreover,  the 
exception  provided  by  §  104.21(b)(2)  for  former  employees,  is 
consistent  with  DOC  policy  regarding  similar  testimony  of 
former  DOC  employees. 

Comment:  With  respect  to  information  sought  by  subpoena 
addressed  in  §  104.22,  the  USPTO  should  be  required  to 
appear  if  it  opposes  a  disclosure  of  information  and  should  not 
be  able  to  shift  that  obligation  to  the  former  employee.  Thus, 
the  commenter  opposes  the  proposed  rules  insofar  as  they 
would  enable  the  USPTO  to  sanction  a  former  employee  for 
failure  to  comply  with  proposed  §  104.22(f)  when  the  Office 
has  been  properly  notified  but  does  not  send  legal  counsel  to 
appear  and  contest  the  subpoena  on  behalf  of  the  employee. 

Response:  The  purpose  of  §  104.22(f)  is  not  to  "shift  that 
obligation  to  the  former  employee."  The  USPTO  intends  to 
seek  Department  of  Justice  representation  for  former  employ- 
ees when  the  General  Counsel  makes  a  determination  under 
the  rules  that  an  employee  should  not  comply  with  a  subpoena. 
In  those  cases  where  compliance  with  a  subpoena  is  com- 
manded before  Department  of  Justice  representation  can  be 
arranged,  the  employee  must,  nevertheless,  refuse  to  comply. 
In  order  to  minimize  the  occurrence  of  this  event,  §  104.22(a) 
requires  employees  to  immediately  notify  the  General  Counsel 
when  they  are  served  with  a  subpoena. 

Comment:  It  is  noted  that  unlike  the  DOC  rules  which  define 
employee  as  including  "current  or  former  employees"  (15  CFR 
15.12(f))  and  then  consistently  use  the  term  "employee",  the 
proposed  rules  use  the  same  definition  as  the  DOC  rules  but 
then  make  a  reference  to  "former  employee"  in  §  104.21(b)(2). 
While   this   appears   appropriate   for   §    104.21(b)(2),   other 
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sections  seem  to  apply  solely  to  a  current  employee  but  are  not 
so  limited.  We  believe  that  such  potential  ambiguities  will 
render  application  of  the  rules  unclear. 

Response:  The  term  "employee"  is  consistently  used  in  the 
rules  to  refer  to  both  current  and  former  employees.  The  use  of 
the  term  "former  employee"  in  §  104.21(b)(2),  which  is  the 
only  section  that  does  not  apply  to  both  current  and  former 
employees,  does  not  create  ambiguity. 

Comment:  The  USPTO  should  clarify  that  proposed  section 
104.21(b)(2),  which  prohibits  former  employees  from  testify- 
ing as  to  matters  in  which  they  "participate [d]  personally," 
does  not  prohibit  former  high  ranking  USPTO  officials  or 
employees  from  providing  expert  testimony  in  court  on 
USPTO  procedures  during  the  period  when  the  official  or 
employee  was  working  at  the  USPTO. 

Response:  The  term  "participated  personally"  is  derived 
from  18  U.S.C.  207(a)  and  is  used  here  in  keeping  with  the 
interpretation  the  Office  of  Government  Ethics  has  given  the 
phrase  at  5  CFR  2637.201(d). 

Other  Revisions  to  the  Proposed  Rule 

A  new  section  104.4  has  been  added  to  clarify  that  nothing 
in  the  rules  waives  or  limits  any  requirement  under  the  Federal 
Rules  of  Criminal  or  Civil  Procedure.  Subsection  104.24(f)  has 
been  modified  to  clarify  the  Office's  duty  to  seek  Department 
of  Justice  representation  for  the  employee  involved  when  the 
General  Counsel  makes  a  decision  not  to  comply  with  a 
subpoena.  In  addition,  other  minor  changes  have  been  made  to 
the  wording  of  the  proposed  rule. 

Other  Considerations 

This  rule  is  not  significant  under  Executive  Order  12866. 

This  final  rule  involves  information  collection  requirements 
which  are  subject  to  review  by  the  Office  of  Management  and 
Budget  (0MB)  under  the  Paperwork  Reduction  Act  of  1995 
(44  U.S.C.  3501  et  seq.).  The  collection  of  information 
involved  in  this  final  rule  has  been  reviewed  and  previously 
approved  by  OMB  under  control  number  0651-0046.  The 
USPTO  is  not  resubmitting  an  information  collection  package 
to  OMB  for  its  review  and  approval  because  the  changes  in  this 
final  rule  do  not  affect  the  information  collection  requirements 
associated  with  the  information  collection  under  OMB  control 
number  0651-0046. 

In  accordance  with  the  Regulatory  Flexibility  Act  (5  U.S.C. 
605(b)),  USPTO  has  certified  that  this  rule  will  not  have  a 
significant  impact  on  a  substantial  number  of  small  businesses. 
The  factual  basis  for  this  certification  was  provided  in  the 
Notice  of  Proposed  Rulemaking  published  on  December  22, 
2000,  65  FR  80810.  The  factual  basis  for  the  certification 
remains  the  same  for  this  final  rule,  and  therefore,  need  not  be 
repeated. 

This  rulemaking  does  not  contain  policies  with  federalism 
implications  sufficient  to  warrant  preparation  of  a  FederaHsm 
Assessment  under  Executive  Order  13132  (August  4,  1999). 

List  of  Subjects  in  37  CFR  Parts  1  and  104 

Administrative  practice  and  procedure,  Claims,  Courts, 
Freedom  of  information,  Inventions  and  patents.  Tort  claims. 
Trademarks. 

For  the  reasons  stated  in  the  preamble,  the  United  States 
Patent  and  Trademark  Office  amends  37  CFR  chapter  I  as 
follows: 

PART  1— RULES  OF  PRACTICE  IN  PATENT  CASES 

1 .  The  authority  citation  for  37  CFR  Part  1  continues  to  read 
as  follows: 

Authority:  35  U.S.C.  2(b)(2),  unless  otherwise  noted. 

2.  Section  1.17  is  amended  by  revising  paragraph  (h)  to  read 
as  follows: 

§  1.17  Patent  appHcation  processing  fees. 

(h)  For  filing  a  petition  to  the  Commissioner  under  one  of  the 
following  sections  which  refers  to  this  paragraph  $130.00 

§  1.12 — for  access  to  an  assignment  record 

§  1.14 — for  access  to  an  application 

§  1 .47 — for  filing  by  other  than  all  the  inventors  or  a  person 
not  the  inventor 


§  1.53(e) — to  accord  a  filing  date 

§  1.59 — for  expungement  and  return  of  information 

§  1.84 — for  accepting  color  drawings  or  photographs 

§  1.91 — for  entry  of  a  model  or  exhibit 

§  1.102 — to  make  an  application  special 

§  1.103(a) — to  suspend  action  in  an  application 

§  1.138(c) — to  expressly  abandon  an  application  to  avoid 
publication 

§  1.182 — for  decision  on  a  question  not  specifically  pro- 
vided for 

§  1.183 — to  suspend  the  rules 

§  1.295 — for  review  of  refusal  to  publish  a  statutory 
invention  registration 

§  1.313 — to  withdraw  an  application  from  issue 

§  1.314 — to  defer  issuance  of  a  patent 

§  1.377 — for  review  of  decision  refusing  to  accept  and 
record  payment  of  a  maintenance  fee  filed  prior  to  expiration 
of  a  patent 

§  1.378(e) — for  reconsideration  of  decision  on  petition 
refusing  to  accept  delayed  payment  of  maintenance  fee  in  an 
expired  patent 

§  1.644(e) — for  petition  in  an  interference 

§  1.644(f) — for  request  for  reconsideration  of  a  decision  on 
petition  in  an  interference 

§  1.666(b) — for  access  to  an  interference  settlement  agree- 
ment 

§  1.666(c) — for  late  filing  of  an  interference  settlement 
agreement 

§  1.741(b) — to  accord  a  filing  date  to  an  application  under  § 
1 .740  for  extension  of  a  patent  term 

§  5.12 — for  expedited  handling  of  a  foreign  filing  Ucense 

§  5.15 — for  changing  the  scope  of  a  license 

§  5.25 — for  a  retroactive  hcense 

§  104.3 — for  waiver  of  a  rule  in  Part  104  of  this  title 


3.  Redesignate  subchapter  B  to  read  as  follows: 
SUBCHAPTER  B— ADMINISTRATION 

4.  Add  Part  104  to  read  as  follows: 
PART  104— LEGAL  PROCESSES 
Subpart  A — General  Provisions 

Sec. 

104.1  Definitions. 

104.2  Address  for  mail  and  service;  telephone  number. 

104.3  Waiver  of  rules. 

104.4  Relationship  of  this  Part  to  the  Federal  Rules  of  Civil 
and  Criminal  Procedure. 

Subpart  B — Service  of  Process 

104.11  Scope  and  purpose. 

104.12  Acceptance  of  Service  of  Process. 

Subpart  C — Employee  Testimony  and  Production  of  Docu- 
ments in  Legal  Proceedings 

104.21  Scope  and  purpose. 

104.22  Demand  for  testimony  or  production  of  documents. 

104.23  Expert  or  opinion  testimony. 

104.24  Demands  or  requests  in  legal  proceedings  for  records 
protected  by  confidentiality  statutes. 

Subpart  D — Employee  Indemnification 

104.31  Scope. 

104.32  Procedure  for  requesting  indemnification. 

Subpart  E— Tort  Claims 

104.41  Procedure  for  filing  claims. 

104.42  Finality  of  settlement  or  denial  of  claims. 

Authority:  35  U.S.C.  2(b)(2),  10,  23,  25;  44  U.S.C.  3101, 
except  as  otherwise  indicated. 

Subpart  A — General  Provisions 

§  104.1  Definitions. 

Demand  means  a  request,  order,  or  subpoena  for  testimony 
or  documents  for  use  in  a  legal  proceeding. 

Director  means  the  Director  of  the  United  States  Patent  and 
Trademark  Office. 


March  2.  2004 


U.S.  PATENT  AND  TRADEMARK  OFFICE 


1280  OG  613 
(181) 


Document  means  any  record,  paper,  and  other  property  held 
by  the  OflBce,  including  without  limitation,  official  letters, 
telegrams,  memoranda,  reports,  studies,  calendar  and  diary 
entries,  maps,  graphs,  pamphlets,  notes,  charts,  tabulations, 
analyses,  statistical  or  informational  accumulations,  any  kind 
of  summaries  of  meetings  and  conversations,  film  impressions, 
magnetic  tapes,  and  sound  or  mechanical  reproductions. 

Employee  means  any  current  or  former  officer  or  employee 
of  the  Office. 

Legal  proceeding  means  any  pretrial,  trial,  and  posttrial 
stages  of  existing  or  reasonably  anticipated  judicial  or  admin- 
istrative actions,  hearings,  investigations,  or  similar  proceed- 
ings before  courts,  commissions,  boards  or  other  tribunals, 
foreign  or  domestic.  This  phrase  includes  all  phases  of  discov- 
ery as  well  as  responses  to  formal  or  informal  requests  by 
attorneys  or  others  involved  in  legal  proceedings. 

Office  means  the  United  States  Patent  and  Trademark  Office, 
including  any  operating  unit  in  the  United  States  Patent  and 
Trademark  Office,  and  its  predecessors,  the  Patent  Office  and 
the  Patent  and  Trademark  Office. 

Official  business  means  the  authorized  business  of  the 
Office. 

General  Counsel  means  the  General  Counsel  of  the  Office. 

Testimony  means  a  statement  in  any  form,  including  per- 
sonal appearances  before  a  court  or  other  legal  tribunal, 
interviews,  depositions,  telephonic,  televised,  or  videotaped 
statements  or  any  responses  given  during  discovery  or  similar 
proceedings,  which  response  would  involve  more  than  the 
production  of  documents,  including  a  declaration  under  35 
U.S.C.  25  or  28  U.S.C.  1746. 

United  States  means  the  Federal  Government,  its  depart- 
ments and  agencies,  individuals  acting  on  behalf  of  the  Federal 
Government,  and  parties  to  the  extent  they  are  represented  by 
the  United  States. 

§  104.2  Address  for  mail  and  service;  telephone  number. 

(a)  Mail  under  this  part  should  be  addressed  to  General 
Counsel,  United  States  Patent  and  Trademark  Office,  P.O.  Box 
15667,  Arlington,  VA  22215. 

(b)  Service  by  hand  should  be  made  during  business  hours  to 
the  Office  of  the  General  Counsel,  Crystal  Park  Two,  Suite  905, 
2121  Crystal  Drive,  Arlington,  Virginia. 

(c)  The  Office  of  the  General  Counsel  may  be  reached  by 
telephone  at  703-308-2000  during  business  hours. 

§  104.3  Waiver  of  rules. 

In  extraordinary  situations,  when  the  interest  of  justice 
requires,  the  General  Counsel  may  waive  or  suspend  the  rules 
of  this  part,  sua  sponte  or  on  petition  of  an  interested  party  to 
the  Director,  subject  to  such  requirements  as  the  General 
Counsel  may  impose.  Any  petition  must  be  accompanied  by 
the  petition  fee  set  forth  in  §  1.17(h)  of  this  title. 

§  104.4  Relationship  of  this  Part  to  the  Federal  Rules  of 
Civil  or  Criminal  Procedure. 

Nothing  in  this  part  waives  or  limits  any  requirement  under 
the  Federal  Rules  of  Civil  or  Criminal  Procedure. 

Subpart  B — Service  of  Process 

§  104.11  Scope  and  purpose. 

(a)  This  subpart  sets  forth  the  procedures  to  be  followed 
when  a  summons  and  complaint  is  served  on  the  Office  or  on 
the  Director  or  an  employee  in  his  or  her  official  capacity. 

(b)  This  subpart  is  intended,  and  should  be  construed,  to 
ensure  the  efficient  administration  of  the  Office  and  not  to 
impede  any  legal  proceeding. 

(c)  This  subpart  does  not  apply  to  subpoenas,  the  procedures 
for  which  are  set  out  in  subpart  C. 

(d)  This  subpart  does  not  apply  to  service  of  process  made 
on  an  employee  personally  on  matters  not  related  to  official 
business  of  the  Office  or  to  the  official  responsibilities  of  the 
employee. 

§  104.12  Acceptance  of  service  of  process. 

(a)  Any  summons  and  complaint  to  be  served  in  person  or  by 
registered  or  certified  mail  or  as  otherwise  authorized  by  law 
on  the  Office,  on  the  Director,  or  on  an  employee  in  his  or  her 
official  capacity,  shall  be  served  as  indicated  in  §  104.2. 


(b)  Any  employee  of  the  Office  served  with  a  summons  and 
complaint  shall  immediately  notify,  and  shall  deliver  the 
summons  and  complaint  to,  the  Office  of  the  General  Counsel. 

(c)  Any  employee  receiving  a  summons  and  complaint  shall 
note  on  the  summons  and  complaint  the  date,  hour,  and  place 
of  service  and  whether  service  was  by  hand  or  by  mail. 

(d)  When  a  legal  proceeding  is  brought  to  hold  an  employee 
personally  liable  in  connection  with  an  action  taken  in  the 
conduct  of  official  business,  rather  than  liable  in  an  official 
capacity,  the  employee  by  law  is  to  be  served  personally  with 
process.  See  Fed.  R.  Civ.  P.  4(e).  An  employee  sued  personally 
for  an  action  taken  in  the  conduct  of  official  business  shall 
immediately  notify  and  deliver  a  copy  of  the  summons  and 
complaint  to  the  General  Counsel. 

(e)  An  employee  sued  personally  in  connection  with  official 
business  may  be  represented  by  the  Department  of  Justice  at  its 
discretion  (28  CFR  50.15  and  50.16). 

(f)  The  Office  will  only  accept  service  of  process  for  an 
employee  in  the  employee's  official  capacity. 

Subpart  C — Employee  Testimony  and  Production  of  Docu- 
ments in  Legal  Proceedings 

§  104.21  Scope  and  purpose. 

(a)  This  subpart  sets  forth  the  policies  and  procedures  of  the 
Office  regarding  the  testimony  of  employees  as  witnesses  in 
legal  proceedings  and  the  production  or  disclosure  of  informa- 
tion contained  in  Office  documents  for  use  in  legal  proceedings 
pursuant  to  a  demand. 

(b)  Exceptions.  This  subpart  does  not  apply  to  any  legal 
proceeding  in  which: 

(1)  An  employee  is  to  testify  regarding  facts  or  events  that 
are  unrelated  to  official  business;  or 

(2)  A  former  employee  is  to  testify  as  an  expert  in  connec- 
tion with  a  particular  matter  in  which  the  former  employee  did 
not  participate  personally  while  at  the  Office. 

§  104.22  Demand  for  testimony  or  production  of  docu- 
ments. 

(a)  Whenever  a  demand  for  testimony  or  for  the  production 
of  documents  is  made  upon  an  employee,  the  employee  shall 
immediately  notify  the  Office  of  the  General  Counsel  at  the 
telephone  number  or  addresses  in  §  104.2  and  make  arrange- 
ments to  send  the  subpoena  to  the  General  Counsel  promptly. 

(b)  An  employee  may  not  give  testimony,  produce  docu- 
ments, or  answer  inquiries  from  a  person  not  employed  by  the 
Office  regarding  testimony  or  documents  subject  to  a  demand 
or  a  potential  demand  under  the  provisions  of  this  subpart 
without  the  approval  of  the  General  Counsel.  The  General 
Counsel  may  authorize  the  provision  of  certified  copies  not 
otherwise  available  under  Part  1  of  this  title  subject  to  payment 
of  applicable  fees  under  §  1.19. 

(c)(1)  Demand  for  testimony  or  documents.  A  demand  for 
the  testimony  of  an  employee  under  this  subpart  shall  be 
addressed  to  the  General  Counsel  as  indicated  in  §  104.2. 

(2)  Subpoenas.  A  subpoena  for  employee  testimony  or  for  a 
document  shall  be  served  in  accordance  with  the  Federal  Rules 
of  Civil  or  Criminal  Procedure  or  applicable  state  procedure, 
and  a  copy  of  the  subpoena  shall  be  sent  to  the  General 
Counsel  as  indicated  in  §  104.2. 

(3)  Affidavits.  Except  when  the  United  States  is  a  party, 
every  demand  shall  be  accompanied  by  an  affidavit  or  decla- 
ration under  28  U.S.C.  1746  or  35  U.S.C.  25(b)  setting  forth 
the  title  of  the  legal  proceeding,  the  forum,  the  requesting 
party's  interest  in  the  legal  proceeding,  the  reason  for  the 
demand,  a  showing  that  the  desired  testimony  or  document  is 
not  reasonably  available  from  any  other  source,  and,  if 
testimony  is  requested,  the  intended  use  of  the  testimony,  a 
general  summary  of  the  desired  testimony,  and  a  showing  that 
no  document  could  be  provided  and  used  in  lieu  of  testimony. 

(d)  Failure  of  the  attorney  to  cooperate  in  good  faith  to 
enable  the  General  Counsel  to  make  an  informed  determina- 
tion under  this  subpart  may  serve  as  a  basis  for  a  determination 
not  to  comply  with  the  demand. 

(e)  A  determination  under  this  subpart  to  comply  or  not  to 
comply  with  a  demand  is  not  a  waiver  or  an  assertion  of  any 
other  ground  for  noncompliance,  including  privilege,  lack  of 
relevance,  or  technical  deficiency. 

(f)  Noncompliance.  If  the  General  Counsel  makes  a  deter- 
mination not  to  comply,  he  or  she  will  seek  Department  of 
Justice  representation  for  the  employee  and  will  attempt  to 
have  the  subpoena  modified  or  quashed.  If  Department  of 
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Justice  representation  cannot  be  arranged,  the  employee  should 
appear  at  the  time  and  place  set  forth  in  the  subpoena.  In  such 
a  case,  the  employee  should  produce  a  copy  of  these  rules  and 
state  that  the  General  Counsel  has  advised  the  employee  not  to 
provide  the  requested  testimony  nor  to  produce  the  requested 
document.  If  a  legal  tribunal  rules  that  the  demand  in  the 
subpoena  must  be  complied  with,  the  employee  shall  respect- 
fully decline  to  comply  with  the  demand,  citing  United  States 
ex  rel  Touhy  v.  Ragen,  340  U.S.  462  (1951). 

§  104.23  Expert  or  opinion  testimony. 

(a)(1)  If  the  General  Counsel  authorizes  an  employee  to  give 
testimony  in  a  legal  proceeding  not  involving  the  United 
States,  the  testimony,  if  otherwise  proper,  shall  be  limited  to 
facts  within  the  personal  knowledge  of  the  employee.  Employ- 
ees, with  or  without  compensation,  shall  not  provide  expert 
testimony  in  any  legal  proceedings  regarding  Office  informa- 
tion, subjects,  or  activities  except  on  behalf  of  the  United 
States  or  a  party  represented  by  the  United  States  Department 
of  Justice. 

(2)  The  General  Counsel  may  authorize  an  employee  to 
appear  and  give  the  expert  or  opinion  testimony  upon  the 
requester  showing,  pursuant  to  §  104.3  of  this  part,  that 
exceptional  circumstances  warrant  such  testimony  and  that  the 
anticipated  testimony  will  not  be  adverse  to  the  interest  of  the 
Office  or  the  United  States. 

(b)(1)  If,  while  testifying  in  any  legal  proceeding,  an 
employee  is  asked  for  expert  or  opinion  testimony  regarding 
Office  information,  subjects,  or  activities,  which  testimony  has 
not  been  approved  in  advance  in  writing  in  accordance  with  the 
regulations  in  this  subpart,  the  witness  shall: 

(i)  Respectfully  decline  to  answer  on  the  grounds  that  such 
expert  or  opinion  testimony  is  forbidden  by  this  subpart; 

(ii)  Request  an  opportunity  to  consuh  with  the  General 
Counsel  before  giving  such  testimony;  and 

(iii)  Explain  that  upon  such  consultation,  approval  for  such 
testimony  may  be  provided. 

(2)  If  the  tribunal  conducting  the  proceeding  then  orders  the 
employee  to  provide  expert  or  opinion  testimony  regarding 
Office  information,  subjects,  or  activities  without  the  opportu- 
nity to  consult  with  the  General  Counsel,  the  employee  shall 
respectfully  refuse  to  provide  such  testimony,  citing  United 
States  ex  rel.  Touhy  v.  Ragen,  340  U.S.  462  (1951). 

(c)  If  an  employee  is  unaware  of  the  regulations  in  this 
subpart  and  provides  expert  or  opinion  testimony  regarding 
Office  information,  subjects,  or  activities  in  a  legal  proceeding 
without  the  aforementioned  consultation,  the  employee  shall, 
as  soon  after  testifying  as  possible,  inform  the  General  Counsel 
that  such  testimony  was  given  and  provide  a  written  summary 
of  the  expert  or  opinion  testimony  provided. 

(d)  Proceeding  where  the  United  States  is  a  party.  In  a 
proceeding  in  which  the  United  States  is  a  party  or  is 
representing  a  party,  an  employee  may  not  testify  as  an  expert 
or  opinion  witness  for  any  party  other  than  the  United  States. 

§  104.24  Demands  or  requests  in  legal  proceedings  for 
records  protected  by  confidentiality  statutes. 

Demands  in  legal  proceedings  for  the  production  of  records, 
or  for  the  testimony  of  employees  regarding  information 
protected  by  the  confidentiality  provisions  of  the  Patent  Act 
(35  U.S.C.  122),  the  Privacy  Act  (5  U.S.C.  552a),  the  Trade 
Secrets  Act  (18  U.S.C.  1905),  or  any  other  confidentiality 
statute,  must  satisfy  the  requirements  for  disclosure  set  forth  in 
those  statutes  and  associated  rules  before  the  records  may  be 
provided  or  testimony  given. 

Subpart  D — Employee  Indemnification 

§  104.31  Scope. 

The  procedure  in  this  subpart  shall  be  followed  if  a  civil 
action  or  proceeding  is  brought,  in  any  court,  against  an 
employee  (including  the  employee's  estate)  for  personal  injury, 
loss  of  property,  or  death,  resulting  from  the  employee's 
activities  while  acting  within  the  scope  of  the  employee's 
office  or  employment.  When  the  employee  is  incapacitated  or 
deceased,  actions  required  of  an  employee  should  be  per- 
formed by  the  employee's  executor,  administrator,  or  compa- 
rable legal  representative. 


§  104.32  Procedure  for  requesting  indemnification. 

(a)  After  being  served  with  process  or  pleadings  in  such  an 
action  or  proceeding,  the  employee  shall  within  five  (5) 
calendar  days  of  receipt,  dehver  to  the  General  Counsel  all 
such  process  and  pleadings  or  an  attested  true  copy  thereof, 
together  with  a  fully  detailed  report  of  the  circumstances  of  the 
incident  giving  rise  to  the  court  action  or  proceeding. 

(b)(1)  An  employee  may  request  indemnification  to  satisfy  a 
verdict,  judgment,  or  award  entered  against  that  employee  only 
if  the  employee  has  timely  satisfied  the  requirements  of 
paragraph  (a)  of  this  section. 

(2)  No  request  for  indemnification  will  be  considered  unless 
the  employee  has  submitted  a  written  request  through  the 
employee's  supervisory  chain  to  the  General  Counsel  with: 

(i)  Appropriate  documentation,  including  copies  of  the 
verdict,  judgment,  appeal  bond,  award,  or  settlement  proposal; 

(ii)  The  employee's  explanation  of  how  the  employee  was 
acting  within  the  scope  of  the  employee's  employment;  and 

(iii)  The  employee's  statement  of  whether  the  employee  has 
insurance  or  any  other  source  of  indemnification. 

Subpart  E — Tort  Claims 

Authority:  28  U.S.C.  2672;  35  U.S.C.  2(b)(2);  44  U.S.C. 
3101;  28CFRPart  14. 

§  104.41  Procedure  for  filing  claims. 

Administrative  claims  against  the  Office  filed  pursuant  to  the 
administrative  claims  provision  of  the  Federal  Tort  Claims  Act 
(28  U.S.C.  2672)  and  the  corresponding  Department  of  Justice 
regulations  (28  CFR  Part  14)  shall  be  filed  with  the  General 
Counsel  as  indicated  in  §  104.2. 

§  104.42  Finality  of  settlement  or  denial  of  claims. 

Only  a  decision  of  the  Director  or  the  General  Counsel 
regarding  settlement  or  denial  of  any  claim  under  this  subpart 
may  be  considered  final  for  the  purpose  of  judicial  review. 
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( 1 82)  DEPARTMENT  OF  COMMERCE 

Patent  and  Trademark  OfiSce 
37  CFR  Part  10 
[Docket  No.  010724188-1188-01] 

Interpretation  of  Registration  of 

Agents  and  Representative  for 

Director  of  Enrollment  and  Discipline  in 

Disciplinary  Proceedings 

AGENCY:  Patent  and  Trademark  Office,  Commerce. 

ACTION:  Interpretation  of  regulation. 

SUMMARY:  The  United  States  Patent  and  Trademark  Office 
(USPTO  or  "Office")  implements  an  interpretation  of  certain 
regulatory  provisions.  These  provisions  concern  the  composi- 
tion and  operations  of  the  Committee  on  Discipline  and 
representation  of  the  Director  in  disciplinary  cases.  The  inter- 
pretation is  necessary  in  view  of  the  recent  creation  of  the 
Office  of  General  Counsel  at  the  USPTO.  The  Patent  and 
Trademark  Office  Efficiency  Act  (PTOEA)  reestablished  the 
Patent  and  Trademark  Office  as  the  United  States  Patent  and 
Trademark  Office,  a  performance-based  organization  with 
responsibility  for  its  own  operations.  Consequently,  the  Office 
has  responsibility  for  many  functions  formerly  provided  by  the 
Department  of  Commerce. 

EFFECTIVE  DATE:  The  interpretation  is  issued  August  24, 
2001. 
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ADDRESSES:  Director  of  the  United  States  Patent  and 
Trademark  Office,  Washington,  D.C.  20231. 

FOR  FURTHER  INFORMATION  CONTACT:  Harry 
Moatz,  by  mail  addressed  to  United  States  Patent  and  Trade- 
mark Office,  Box  OED,  Washington,  DC  20231,  (Attn:  OED 
Director)  or  by  facsimile  transmission  to  (703)  305-463 1 ,  or  by 
electronic  mail  at  harry.moatz@uspto.gov. 

SUPPLEMENTARY  INFORMATION:  37  CFR  10.140(b) 
relates  to  whom  within  the  USPTO  represents  the  Director  of 
Enrollment  and  Discipline  (OED  Director)  in  disciplinary 
proceedings,  and  who  shall  be  available  as  counsel  to  the 
Director  of  the  United  States  Patent  and  Trademark  Office 
(USPTO  Director)  in  deciding  such  proceedings.  For  example, 
it  states  that  at  least  two  associate  solicitors  shall  be  designated 
to  represent  the  OED  Director.  It  also  states  that  the  Solicitor 
and  Deputy  Solicitor  shall  advise  the  USPTO  Director. 

Additionally,  the  last  sentence  of  37  CFR  10.4(b)  identifies 
the  USPTO  employees  that  shall  not  participate  in  rendering  a 
decision  on  disciplinary  changes.  Among  those  identified  as 
not  participating  in  rendering  decisions  are  associate  and 
assistant  sohcitors  of  the  Office  of  the  Solicitor.  In  addition,  the 
PTOEA  designated  the  head  of  the  USPTO  as  Under  Secretary 
of  Commerce  for  Intellectual  Property  and  Director  of  the 
USPTO.  35  U.S.C.  3(a)(1). 

As  a  result,  it  is  necessary  and  appropriate  to  interpret  the 
last  sentence  of  §  10.4(b)  and  §  1().  140(b)  in  view  of  this 
reorganization.  Because  these  are  interpretive  statements  of 
rules,  they  are  exempt  from  notice  and  comment  rulemaking 
under  5  U.S.C.  553(b)(3)(A).  For  the  reasons  set  forth  in  the 
preamble,  the  United  States  Patent  and  Trademark  Office 
interprets  §§  10.4(b)  and  10.140(b)  as  follows: 

The  last  sentence  of  §  10.4(b)  provides,  "When  charges  are 
brought  against  a  practitioner,  no  member  of  the  Committee  on 
Disciphne,  employee  under  the  direction  of  the  Director,  or 
associate  solicitor  or  assistant  solicitor  in  the  Office  of  the 
Solicitor  shall  participate  in  rendering  a  decision  on  the 
charges."  This  sentence  is  construed  as  providing  that  when 
charges  are  brought  against  a  practitioner,  the  designated 
attorneys  in  the  Office  of  General  Counsel  (including  assistant 
and  associate  solicitors,  and  associate  counsel)  shall  not 
participate  in  rendering  a  decision  on  the  charges. 

The  first  sentence  of  §  10.140(b)  provides,  "The  Commis- 
sioner shall  designate  at  least  two  associate  solicitors  in  the 
Office  of  the  Solicitor  to  act  as  representatives  for  the  Director 
in  disciplinary  proceedings."  This  sentence  is  construed  as 
authorizing  the  USPTO  Director  to  designate  at  least  two 
attorneys  (including  assistant  and  associate  solicitors,  and 
associate  counsel)  in  the  Office  of  General  Counsel  to  act  as 
representatives  for  the  OED  Director  in  disciplinary  proceed- 
ings. 

The  second  sentence  of  §  10.140(b)  provides,  "In  prosecut- 
ing disciplinary  proceedings,  the  designated  associate  solici- 
tors shall  not  involve  the  Solicitor  or  the  Deputy  Solicitor." 
This  sentence  is  construed  as  providing  that  in  prosecuting 
disciplinary  proceedings,  the  designated  attorneys  in  the  Office 
of  General  Counsel  (including  assistant  and  associate  solici- 
tors, and  associate  counsel)  shall  not  involve  the  General 
Counsel  or  the  Deputy  General  Counsel  for  General  Law. 

The  third  sentence  of  §  10.140(b)  provides,  "The  Solicitor 
and  the  Deputy  Solicitor  shall  remain  insulated  from  the 
investigation  and  prosecution  of  all  disciplinary  proceedings  in 
order  that  they  shall  be  available  as  counsel  to  the  Commis- 
sioner in  deciding  disciplinary  proceedings."  This  is  construed 
as  providing  that  the  General  Counsel  and  the  Deputy  General 
Counsel  for  General  Law  shall  remain  insulated  from  the 
investigation  and  prosecution  of  all  disciplinary  proceedings  in 
order  that  they  shall  be  available  as  counsel  to  the  USPTO 
Director  in  deciding  disciplinary  proceedings.  However,  the 
Deputy  General  Counsel  for  Intellectual  Property  Law  and 
Solicitor  shall  not  remain  insulated  from  the  investigation  and 
prosecution  of  disciplinary  proceedings,  and  thus  shall  not  be 
available  to  counsel  the  USPTO  Director  in  deciding  such 
proceedings. 


August  20,  2001 


NICHOLAS  P  GODICI 

Acting  Under  Secretary  of 

Commerce  for  Intellectual  Property 

and  Acting  Director  of  the 
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Patent  and  Trademark  Office 

37  CFR  Parts  15  and  15a 

[Docket  No.  960722200-01] 

RIN  0651-XX07 

Service  of  Process;  Testimony  by  Employees  and  the 
Production  of  Documents  in  Legal  Proceedings 

Agency:  Patent  and  Trademark  Office,  Commerce. 

Action:  Final  rule. 

Summary:  This  final  rule  removes  parts  dealing  with  service  of 
process  on  Patent  and  Trademark  Office  (PTO)  employees  in 
their  official  capacity  and  with  testimony  by  employees  and 
production  of  documents  in  legal  proceedings.  The  PTO  will 
rely  on  analogous  Commerce  Department  regulations  found  in 
title  15  of  the  Code  of  Federal  Regulations. 

Effective  Date:  August  19,  1996 

For  Further  Information  Contact:  Kenneth  Corsello  by  tele- 
phone at  (703)  305-9041;  by  mail  marked  to  his  attention  and 
addressed  to  the  Office  of  the  Solicitor,  Box  8,  Washington, 
D.C.  20231;  by  electronic  mail  to  corsello@uspto.gov;  or  by 
fax  marked  to  his  attention  at  (703)  305-9373. 

Supplementary  Information:  In  March  1995,  President  Clinton 
issued  a  directive  to  Federal  agencies  regarding  their  respon- 
sibilities under  his  Regulatory  Reform  Initiative.  This  initiative 
is  part  of  the  National  Performance  Review  and  calls  for 
immediate,  comprehensive  regulatory  reform.  The  President 
directed  all  agencies  to  undertake,  as  part  of  this  initiative,  an 
exhaustive  review  of  all  of  their  regulations— with  an  emphasis 
on  eliminating  or  modifying  those  that  are  osbolete  or  other- 
wise in  need  of  reform.  This  final  rule  is  part  of  the  Regulatory 
Reform  Initiative. 

The  Department  of  Commerce  regulations  dealing  with 
service  of  process  (15  CFR  Part  15)  and  with  employee 
testimony  and  the  production  of  documents  (15  CFR  Part  15a) 
apply  to  the  PTO.  Therefore,  the  PTO  is  removing  37  CFR 
Parts  15  and  15a  because  they  are  unnecessary  and  duplicative. 

This  rule  is  not  a  significant  rule  for  the  purposes  of 
Executive  Order  12866.  Notice  and  comment  is  not  required 
for  this  rulemaking  because  it  relates  to  agency  management  or 
personnel,  5  U.S.C.  553(a)(2),  and  thus  no  regulatory  flexibil- 
ity analysis  is  required,  5  U.S.C.  603(a).  This  rule  does  not 
change  the  paperwork  burden  imposed  on  the  public.  See  44 
U.S.C.  3501  et  seq. 

List  of  Subjects 

37  CFR  Part  15 

Attorneys,  Administrative  practice  and  procedure.  Courts, 
Government  employees. 

37  CFR  Part  15a 

Attorneys,  Administrative  practice  and  procedure,  Courts, 
Government  employees. 

For  the  reasons  set  forth  in  the  preamble,  and  pursuant  to  the 
authority  contained  in  35  U.S.C.  6,  37  CFR  Chapter  I  is 
amended  as  follows: 

Part  15  "  [Removed  and  Reserved] 

1.  Part  15  is  removed  and  reserved. 
Part  15a  --  [Removed  and  Reserved] 

1.  Part  15a  is  removed  and  reserved. 


August  13,  1996 


BRUCE  A.  LEHMAN 

Assistant  Secretary  of  Commerce  and 

Commissioner  of  Patents  and 

Trademarks 
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Patent  and  Trademark  Office37  CFR  Part  10 

[Docket  No.  9511277-5277-01] 

RIN  0651-AA65 

Cross-Appeals  in  Patent  and  Trademark 
OfBce  Disciplinary  Proceedings 

Agency:  Patent  and  Trademark  Ofl&ce,  Commerce. 

Action:  Final  Rule. 

Summary:  The  Patent  and  Trademark  Office  (PTO)  is  amend- 
ing a  rule  of  practice  in  disciplinary  cases  to  provide  a  time 
period  for  filing  a  cross-appeal  to  the  Commissioner  of  Patents 
and  Trademarks  after  the  initial  decision  of  the  Administrative 
Law  Judge  (ALJ).  This  amendment  will  simplify  the  appeals 
practice  in  disciplinary  cases  by  eliminating  the  need  to  file 
contingent  appeals. 

Effective  Date:  January  16,  1996. 

For  Further  Information  Contact:  Karen  L.  Bovard,  703-308- 
5316. 

Supplementary  Information:  The  PTO  issued  a  second  notice 
of  proposed  rulemaking  to  amend  a  rule  of  practice  in 
practitioner  disciplinary  proceedings.  60  FR  4395,  Jan.  23, 
1995.  Under  the  existing  practice,  after  the  ALJ's  initial 
decision,  a  party  (either  the  respondent  or  the  Director  of  the 
office  of  Enrollment  and  Discipline)  might  be  obliged  to  file  a 
contingent  appeal  to  protect  cross-appealable  issues  in  the 
event  the  opposing  party  filed  an  appeal.  The  amended  rule 
provides  a  time  period  for  the  party  to  file  a  cross-appeal  after 
the  opposing  party  has  appealed  to  the  Commissioner  from  the 
ALJ's  initial  decision. 

No  comment  to  the  second  notice  of  proposed  rulemaking 
was  received.  The  proposed  rule  is  adopted. 

Other  Considerations 

This  rule  change  conforms  with  the  requirements  of  the 
Regulatory  Flexibility  Act  (5  U.S.C.  601  et  seq.),  Executive 
Orders  12612  and  12866,  and  the  Paperwork  Reduction  Act  of 
1980,  44  U.S.C.  3501  et  seq. 

The  Assistant  General  Counsel  for  Legislation  and  Regula- 
tion of  the  Department  of  Commerce  has  certified  to  the  Chief 
Counsel  for  Advocacy  of  the  Small  Business  Administration 
that  the  rule  change  will  not  have  a  significant  impact  on  a 
substantial  number  of  small  entities  (Regulatory  Flexibility 
Act,  5  U.S.C.  605(b)).  The  principal  impact  of  the  rule  change 
is  to  provide  a  time  period  to  file  a  cross-appeal  in  a  PTO 
disciplinary  proceeding.  See  the  first  notice  of  proposed 
rulemaking.  58  FR  at  38996. 

The  PTO  has  determined  that  the  rule  change  has  no 
Federalism  implications  aifecting  the  relationship  between  the 
National  Government  and  the  States  as  outlined  in  Executive 
order  12612.  The  rule  change  is  not  significant  for  the  purposes 
of  Executive  Order  12866. 

The  rule  change  will  not  impose  a  burden  under  the 
Paperwork  Reduction  Act  of  1980,  44  U.S.C.  3501  et  seq., 
since  no  record  keeping  or  reporting  requirements  within  the 
coverage  of  the  Act  are  placed  upon  the  public. 

List  of  Subjects  in  37  CFR  Part  10 

Administrative  practice  and  procedure.  Inventions  and  pat- 
ents, Lawyers,  Reporting  and  recordkeeping  requirements. 

Pursuant  to  the  authority  contained  in  35  U.S.C.  6,  the  PTO 
amends  37  CFR  part  10  as  follows: 

Part  10-Representation  of  Others  Before  the  Patent  and 
Trademark  Office 

1.  The  authority  citation  for  37  CFR  part  10  would  continue 
to  read  as  follows: 

Authority:  5  U.S.C.  500;  15  U.S.C.  1123;  35  U.S.C.  6,  31, 

32,  41. 

2.  Section  10.155  is  amended  by  revising  paragraph  (a)  to 
read  as  follows: 


§  10.155  Appeal  to  the  Commissioner. 

(a)  Within  thirty  (30)  days  from  the  date  of  the  initial 
decision  of  the  administrative  law  judge  under  §  10.154,  either 
party  may  appeal  to  the  Commissioner.  If  an  appeal  is  taken, 
the  time  for  filing  a  cross-appeal  expires  (1)  14  days  after  the 
date  of  service  of  the  appeal  pursuant  to  §  10.142  or  (2)  30 
days  after  the  date  of  the  initial  decision  of  the  administrative 
law  judge,  whichever  is  later.  An  appeal  or  cross-appeal  by  the 
respondent  will  be  filed  and  served  with  the  Director  in 
duplicate  and  will  include  exceptions  to  the  decisions  of  the 
administrative  law  judge  and  supporting  reasons  for  those 
exceptions.  If  the  Director  files  the  appeal  or  cross-appeal,  the 
Director  shall  serve  on  the  other  party  a  copy  of  the  appeal  or 
cross-appeal.  The  other  party  to  an  appeal  or  cross-appeal  may 
file  a  reply  brief.  A  respondent's  reply  brief  shall  be  filed  and 
served  in  duphcate  with  the  Director.  The  time  for  filing  any 
reply  brief  expires  thirty  (30)  days  after  the  date  of  service 
pursuant  to  §  10.142  of  an  appeal,  cross-appeal  or  copy 
thereof.  If  the  Director  files  a  reply  brief,  the  Director  shall 
serve  on  the  other  party  a  copy  of  the  reply  brief.  Upon  the 
filing  of  an  appeal,  cross-appeal,  if  any,  and  reply  briefs,  if  any, 
the  Director  shall  transmit  the  entire  record  to  the  Commis- 
sioner. 


December  7,  1995 


BRUCE  A.  LEHMAN 

Assistant  Secretary  of  Commerce  and 

Commissioner  of  Patents  and 

Trademarks 
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37  CFR  Parts  1  and  10 
[Docket  No.  910764-1306] 
RIN:  0651-AA27 

Duty  of  Disclosure 

Agency:  Patent  and  Trademark  Office,  Commerce 

Action:  Notice  of  final  rulemaking. 

Summary:  The  Patent  and  Trademark  Office  (Office)  is  amend- 
ing the  rules  of  practice  in  patent  cases  to  (1)  clarify  the  duty 
of  disclosure  for  information  required  to  be  submitted  to  the 
Office;  (2)  provide  flexible  time  limits  for  submitting  informa- 
tion disclosure  statements  including  the  requirement  for  a  fee 
in  certain  cases;  (3)  eUminate  consideration  of  duty  of  disclo- 
sure issues  by  the  Office  except  in  disciplinary  and  interference 
proceedings,  and  under  other  limited  circumstances;  and  (4) 
eliminate  the  striking  of  patent  appUcations  which  are  improp- 
erly executed.  The  Office  further  is  amending  the  Patent  and 
Trademark  Office  Code  of  Professional  Responsibility  to 
define  as  misconduct  a  failure  to  comply  with  the  rules  on  duty 
of  disclosure.  The  rules  as  adopted  strike  a  balance  between  the 
need  of  the  Office  to  obtain  and  consider  all  known  relevant 
information  pertaining  to  patentabiUty  before  a  patent  is 
granted  and  the  desire  to  avoid  or  minimize  unnecessary 
complications  in  the  enforcement  of  patents. 

Effective  Date:  March  16,  1992.  These  rules  will  be  apphcable 
to  all  applications  and  reexamination  proceedings  pending  or 
filed  after  the  effective  date. 

For  Further  Information  Contact:  By  telephone  Charles  E. 
Van  Hom  (703-305-9054)  or  J.  Michael  Thesz  (703-305-9384) 
or  by  mail  addressed  to  Commissioner  of  Patents  and  Trade- 
marks, Washington,  D.C.  20231,  and  marked  to  the  attention  of 
Charles  E.  Van  Hom  (Crystal  Park  2  -  Room  919). 

Supplementary  Information:  A  notice  of  proposed  rulemaking 
on  duty  of  disclosure  and  practitioner  misconduct  published  in 
the  Federal  Register  at  54  FR  11334  (March  17,  1989),  and  in 
the  Patent  and  Trademark  Office  Official  Gazette  at  1101  Off. 
Gaz.  Pat.  Off.  12  (April  4,  1989),  was  withdrawn.  On  August 
6,  1991,  the  Office  published  in  the  Federal  Register  a  notice 
of  proposed  rulemaking  relating  to  duty  of  disclosure.  56  FR 
37321  The  notice  was  also  published  in  the  Official  Gazette. 
1129  Off.  Gaz.  Pat.  Off.  52  (August  27,  1991).  Sixty  written 
comments  were  received  in  response  to  the  notice  of  proposed 
rulemaking.  A  pubUc  hearing  was  held  on  October  8,  1991. 


March  2,  2004 


U.S.  PATENT  AND  TRADEMARK  OFFICE 


1280  OG  617 
(185) 


I 


Eleven  individuals  offered  oral  commenls  at  the  hearing.  The 
sixty  written  comments  and  a  copy  of  the  transcript  of  the 
hearing  are  available  for  public  inspection  in  the  Office  of  the 
Assistant  Commissioner  for  Patents,  Room  919,  Crystal  Park 
II,  2121  Crystal  Drive.  Arlington,  VA. 

Familiarity  with  the  notice  of  proposed  rulemaking  is 
assumed.  Changes  in  the  text  of  the  rules  published  for 
comment  in  the  notice  of  proposed  rulemaking  are  discussed. 
Comments  received  in  writing  and  at  the  pubhc  hearing  in 
response  to  the  notice  of  proposed  rulemaking  are  discussed. 

The  rules  as  adopted  shall  take  effect  as  to  all  applications 
and  reexamination  proceedings  either  pending  or  filed  on  or 
after  the  effective  date  of  these  rules.  Thus,  any  information 
disclosure  statement  that  is  filed  on  or  after  that  date  must 
comply  with  the  provisions  of  §§  1.97  and  1.98  to  be  entitled 
to  consideration. 


Changes  in  Text:  The  final  rules  contain  several  changes  to  the 
text  of  the  rules  as  proposed  for  comment.  Those  changes  are 
discussed  below. 

Section  1.17(i)(l)  has  been  changed  from  the  proposed  text 
to  reflect  the  recent  increase  in  the  amount  of  the  fee  for  filing 
a  petition  from  $120.00  to  $130.00. 

Section  1.56(a)  has  been  clarified  to  indicate  that  the  duty  of 
an  individual  to  disclose  information  is  based  on  the  knowl- 
edge of  that  individual  that  the  information  is  material  to 
patentability.  A  sentence  has  been  added  to  §  1 .56(a)  to  express 
the  principle  that  the  Office  does  not  condone  the  granting  of 
a  patent  on  an  application  in  connection  with  which  fraud  on 
the  Office  was  practiced  or  attempted  or  the  duty  of  disclosure 
was  violated  through  bad  faith  or  intentional  misconduct.  In 
addition.  §  1.56(a)  as  proposed  has  been  changed  to  indicate 
that  if  all  information  material  to  patentability  of  any  claim 
issued  in  a  patent  is  cited  by  the  Office  or  submitted  to  the 
Office  in  the  manner  prescribed  by  §§  1.97(b)-(d)  and  1.98,  the 
Office  will  consider  as  satisfied  the  duty  to  disclose  to  the 
Office  all  information  known  to  be  material  to  patentability,  as 
contrasted  to  the  broader  duty  of  candor  and  good  faith.  This 
rule  does  not  attempt  to  define  the  spectrum  of  conduct  that 
would  lack  the  candor  and  good  faith  in  dealing  with  the  Office 
which  is  expected  of  individuals  who  are  associated  with  the 
filing  or  prosecution  of  a  patent  application. 

In  §  1 .56(b),  the  phrase  "or  being  made  of  record"  has  been 
inserted  to  make  it  clear  that  information  is  not  material  to 
patentability  within  the  meaning  of  §  1.56  if  it  is  cumulative  to 
either  information  already  of  record  in  the  application  or 
contemporaneously  being  made  of  record  by  applicant.  For 
example,  there  would  be  no  benefit  to  the  Office  for  applicant 
to  submit  to  the  Office  10  different  documents  having  the  same 
teaching  simply  because  the  information  was  not  cumulative  to 
the  information  already  of  record. 

The  term  "creates"  has  been  replaced  by  the  term  "estab- 
lishes"  in  §  1.56(bXl)-  In  addition,  the  definition  of  a  prima 
facie  case  of  unpatentability,  as  set  out  in  the  preamble  of  the 
notice  of  proposed  rulemaking,  has  been  incorporated  into  the 
rule  itself.  A  pnma  facie  case  of  unpatentability  of  a  claim  is 
established  when  the  information  compels  a  conclusion  that 
the  claim  is  unpatentable 

(1)  under  the  preponderance  of  evidence,  burden-of-proof 
standard, 

(2)  giving  each  term  in  the  claim  its  broadest  reasonable 
construction  consistent  with  the  specification,  and 

(3)  before  any  consideration  is  given  to  evidence  which  may  be 
submitted  in  an  attempt  to  establish  a  contrary  conclusion  of 
patentability. 

This  prima  facie  standard  conforms  to  the  standard  used  by  an 
examiner  to  detennine  whether  a  claim  is  prima  facie  unpat- 
entable. 

Section  1.56(b)(2)  has  been  modified  from  the  text  of  the 
proposed  rule.  The  focus  of  this  paragraph  has  been  changed  so 
that  it  now  relates  to  information  which  either  refutes,  or  is 
inconsistent  with,  a  position  that  applicant  takes  in  either 

( 1 )  opposing  an  argument  of  unpatentability  relied  on  by  the 
Office,  or 

(2)  asserting  an  argument  of  patentability. 


The  change  from  the  proposed  rule  makes  clear  that  informa- 
tion is  material  when  it  either  refutes,  or  is  inconsistent  with,  a 
position  taken  by  applicant  before  the  Office. 

Section  1.97(e)  has  been  changed  from  the  proposed  text  to 
make  it  clear  that  a  certification  could  contain  either  of  two 
statements.  One  statement  is  that  each  item  of  information  in 
an  information  disclosure  statement  was  cited  in  a  search 
report  from  a  patent  office  outside  the  U.S.  not  more  than  three 
months  prior  to  the  filing  date  of  the  statement.  Under  this 
certification,  it  would  not  matter  whether  any  individual  with  a 
duty  actually  knew  about  any  of  the  information  cited  before 
receiving  the  search  repon.  In  the  alternative,  the  certification 
could  state  that  no  item  of  information  contained  in  the 
information  disclosure  statement  was  cited  in  a  communication 
from  a  foreign  patent  office  in  a  counterpart  foreign  application 
or,  to  the  knowledge  of  the  person  signing  the  certification  after 
making  reasonable  inquiry,  was  known  to  any  individual 
ha\  ing  a  duty  to  discU)se  more  than  three  months  prior  to  the 
filing  of  the  statement. 

The  changes  to  the  text  of  §  1 .97(e)  as  proposed  place  the 
appropriate  priority  on  getting  relevant  information  to  the 
Office  promptly,  with  minimum  burden  to  applicant.  The  text 
of  the  proposal  has  also  been  changed  by  adding  the  phrase 
"after  making  reasonable  inquiry"  to  make  it  clear  that  the 
individual  making  the  certification  has  a  duty  to  make  reason- 
able inquiry  regarding  the  facts  that  are  being  certified.  For 
example,  if  an  inventor  gave  a  publication  to  the  practitioner 
prosecuting  an  application  with  the  intent  that  it  be  cited  to  the 
Office,  the  practitioner  should  inquire  as  to  when  that  inventor 
became  aware  of  the  publication  before  submitting  a  certifica- 
tion under  §  1.97(e)(ii)  to  the  Office. 

A  new  paragraph  (h)  has  been  added  to  the  text  of  proposed 
§  1.97.  The  purpose  of  new  paragraph  (h)  is  to  ensure  that  no 
one  could  construe  the  mere  filing  of  an  information  disclosure 
statement  as  an  admission  that  the  information  cited  in  the 
statement  is.  or  is  considered  to  be,  material  to  patentability  as 
defined  in  §  1.56(b).  It  is  in  the  best  interest  of  the  Office  and 
the  public  to  permit  and  encourage  individuals  to  cite  infor- 
mation to  the  Office  without  fear  of  making  an  admission 
against  interest. 

In  §  1.98(a)(2)(iii),  the  wording  has  been  changed  to  make 
it  clear  that  the  requirement  to  submit  a  copy  of  each  item  of 
information  listed  in  an  information  disclosure  statement  does 
not  apply  to  the  citation  of  a  U.S.  patent  appHcation. 

The  requirement  in  proposed  §  1.98(a)(3)  for  a  concise 
explanation  of  the  relevance  of  each  item  of  information  has 
been  substantially  changed  by  hmiting  the  requirement  in  two 
significant  ways.  First,  as  adopted,  the  requirement  is  limited  to 
information  that  is  not  in  the  EngUsh  language.  Second,  the 
explanation  required  is  limited  to  the  relevance  as  understood 
by  the  individual  designated  in  §  1.56(c)  most  knowledgeable 
about  the  content  of  the  information  at  the  time  the  information 
IS  submitted  to  the  Office.  Where  the  information  listed  is  not 
in  the  English  language,  but  was  cited  in  a  search  report  by  a 
foreign  patent  office,  the  requirement  for  a  concise  explanation 
of  relevance  is  satisfied  by  submitting  an  English  language 
version  of  the  search  report. 

In  §  1.98(d),  the  proposed  text  ha?,  been  changed  by  adding 
the  phrase  "cited  by  or"  to  make  it  clear  that  legible  copies  of 
information  listed  in  an  information  disclosure  statement  need 
not  be  submitted  in  a  continuing  application  provided  the 
information  was  either  cited  by  or  submitted  to  the  Office  in  a 
prior  application.  A  distinction  between  information  cited  by 
the  Office  or  supplied  by  apphcant  to  the  Office  serves  no 
useful  purpose  in  this  situation. 

The  text  of  proposed  §  1.555  has  been  modified  to  limit  the 
definition  of  information  material  to  patentability  in  a  reex- 
amination proceeding  to  the  types  of  information  that  an 
examiner  could  use  in  a  reexamination  proceeding  to  deter- 
mine whether  a  claim  was  patentable,  and  to  adopt  other 
changes  that  parallel  changes  made  in  §  1.56.  Proposed  § 
1.555(a)  has  been  divided  into  two  paragraphs.  Paragraph  (a), 
as  adopted,  substantially  parallels  the  text  of  §  1, 56(a)  as 
adopted.  It  indicates  that  the  duty  to  disclose  information  to  the 
Office  in  a  reexamination  proceeding  is  a  part  of  the  duty  of 
candor  and  good  faith  that  is  owed  to  the  Office  by  individuals 
transacting  business  with  the  Office.  It  further  states  one  way 
that  an  individual  may  discharge  the  duty  to  disclose  informa- 
tion material  to  patentability  in  a  reexamination  proceeding  - 
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i.e.,  by  filing  an  information  disclosure  statement  with  the 
items  listed  in  §  1.98(a)  as  applied  to  individuals  associated 
with  the  patent  owner  in  a  reexamination  proceeding.  Finally, 
the  text  of  the  rule  has  been  changed  to  add  a  sentence  that 
expresses  the  principle  that  a  patent  should  not  be  granted  on 
an  application  in  connection  with  which  fraud  was  practiced  or 
attempted  on  the  Office  or  there  was  any  violation  of  the  duty 
of  disclosure  through  bad  faith  or  intentional  misconduct. 

New  paragraph  (b)  of  §  1.555  has  been  adopted  to  define 
information  material  to  patentability  in  a  reexamination  pro- 
ceeding. Much  like  the  definition  in  §  1.56(b),  information  is 
not  material  when  it  is  cumulative  to  information  of  record  or 
being  made  of  record  in  the  reexamination  proceeding.  Infor- 
mation is  considered  material  when  it  satisfies  either  or  both  of 
the  definitions  in  §  1.555(b).  Under  §  1.555(b)(1),  information 
is  material  when  it  is  a  patent  or  printed  publication  that 
establishes,  by  itself  or  in  combination  with  other  patents  or 
printed  publications,  a  prima  facie  case  of  unpatentability  of  a 
claim.  This  definition  is  limited  to  patents  or  printed  publica- 
tions because  a  reexamination  proceeding  must  be  based  on 
patents  or  printed  publications.  35  U.S.C.  302. 

The  definition  of  a  prima  facie  case  of  unpatentabihty  of  a 
claim  pending  in  a  reexamination  proceeding  has  been  pro- 
vided in  the  rule.  A  prima  facie  case  of  unpatentability  is 
established  when  the  information  compels  a  conclusion  that  a 
claim  is  unpatentable  under  the  same  principles  that  are 
applicable  during  ex  parte  examination  of  a  patent  application; 
namely 

(1)  under  the  preponderance  of  evidence,  burden-of-proof 
standard, 

(2)  giving  each  term  in  the  claim  its  broadest  reasonable 
construction  consistent  with  the  specification,  and 

(3)  before  any  consideration  is  given  to  evidence  which  may  be 
submitted  in  an  attempt  to  establish  a  contrary  conclusion  of 
patentability. 

Finally,  the  definition  of  information  material  to  patentability 
in  §  1.555(b)(2)  has  been  added  to  parallel  the  provision  in  § 
1.56(b)(2). 

After  reviewing  the  Office  policy  on  whether  to  consider 
duty  of  disclosure  and  other  inequitable  conduct  issues  in 
interference  proceedings  under  35  U.S.C.  135(a),  including 
comments  from  the  public  directed  to  the  statement  in  the 
notice  of  proposed  rulemaking  that  the  Office  will  not  consider, 
evaluate,  or  decide  fraud  or  other  inequitable  conduct  issues 
during  an  interference  proceeding,  a  new  Office  policy  has 
been  adopted.  Effective  October  24,  1991,  fraud  and  inequi- 
table conduct  issues  will  be  considered  when  properly  raised 
inter  partes  in  patent  interference  cases.  1132  Off.  Gaz.  Pat. 
Off.  33  (November  19,  1991).  In  addition,  the  Chairman  of  the 
Board  of  Patent  Appeals  and  Interferences  has  issued  a  notice 
that  provides  guidance  on  how  an  issue  of  fraud  or  other 
inequitable  conduct  can  be  raised  in  an  interference  proceed- 
ing. 1133  Off.  Gaz.  Pat.  Off.  21  (December  10,  1991). 

Response  to  and  Analysis  of  Comments:  Sixty  (60  written 
comments  were  received  in  response  to  the  notice  of  proposed 
rulemaking.  These  comments,  along  with  those  made  at  the 
pubhc  hearing,  have  been  analyzed.  Some  suggestions  made  in 
the  comments  have  been  adopted  and  others  have  been 
rejected.  Responses  to  the  comments  follow. 

Comment  1.  Nine  comments  indicated  that  the  Office  should 
not  amend  §  1.56  since  it  is  presently  in  conformance  to  the 
materiality  standard  being  applied  by  the  Court  of  Appeals  for 
the  Federal  Circuit.  One  comment  questioned  what  practical 
value  of  the  proposed  rule  would  justify  the  burden  of  the 
change. 

Reply:  The  amendment  to  §  1.56  was  proposed  to  address 
criticism  concerning  a  perceived  lack  of  certainty  in  the 
materiality  standard.  The  rule  as  promulgated  will  provide 
greater  clarity  and  hopefully  minimize  the  burden  of  litigation 
on  the  question  of  inequitable  conduct  before  the  Office,  while 
providing  the  Office  with  the  information  necessary  for  effec- 
tive and  efficient  examination  of  patent  applications. 

Comment  2.  One  comment  stated  that  the  present  rules  should 
be  maintained  and  strengthened  since  the  public  interest  is  hurt 
more  by  an  unjustly  issued  patent  than  by  an  unjustly  denied 
patent.  Another  comment  disagreed  and  argued  that  an  unjustly 
denied  patent  can  do  great  harm  to  society. 


Reply:  The  Office  strives  to  issue  valid  patents.  The  Office  has 
both  an  obligation  not  to  unjustly  issue  patents  and  an 
obligation  not  to  unjustly  deny  patents.  Innovation  and  tech- 
nological advancement  are  best  served  when  an  inventor  is 
issued  a  patent  with  the  scope  of  protection  that  is  deserved. 
The  rules  as  adopted  serve  to  remind  individuals  associated 
with  the  preparation  and  prosecution  of  patent  applications  of 
their  duty  of  candor  and  good  faith  in  their  dealings  with  the 
Office,  and  will  aid  the  Office  in  receiving,  in  a  timely  manner, 
the  information  it  needs  to  carry  out  effective  and  efficient 
examination  of  patent  applications. 

Comment  3.  Two  comments  stated  that  the  rule  should  not 
permit  applicants  to  draft  claims  and  a  specification  to  avoid  a 
prima  facie  case  of  obviousness  over  a  reference  and  then  to  be 
able  to  withhold  the  reference  from  the  examiner. 

Reply:  The  comments  reflect  a  correct  reading  of  the  rule  in 
that  information  is  not  material  unless  it  comes  within  the 
definition  of  §  1.56(b)(1)  or  (2).  If  information  is  not  material, 
there  is  no  duty  to  disclose  the  information  to  the  Office.  The 
Office  beUeves  that  most  applicants  will  wish  to  submit  the 
information,  however,  even  though  they  may  not  be  required  to 
do  so,  to  strengthen  the  patent  and  avoid  the  risks  of  an 
incorrect  judgment  on  their  part  on  materiality  or  that  it  may  be 
held  that  there  was  an  intent  to  deceive  the  Office. 

Comment  4.  One  comment  stated  that  promulgation  of  the 
proposed  rule  would  result  in  a  significant  decrease  in  the 
quantity  of  art  cited  to  the  Office  because  there  will  be  no  duty 
to  cite  art  relevant  to  a  pending  claim. 

Reply:  The  Office  does  not  anticipate  any  significant  change  in 
the  quantity  of  information  cited  to  the  Office  after  promulga- 
tion of  amended  §  1.56.  Presumably,  applicants  will  continue 
to  submit  information  for  consideration  by  the  Office  in 
applications  rather  than  making  and  relying  on  their  own 
determinations  of  materiality.  An  incentive  remains  to  submit 
the  information  to  the  Office  because  it  will  result  in  a 
strengthened  patent  and  will  avoid  later  questions  of  material- 
ity and  intent  to  deceive.  In  addition,  the  new  rules  will 
actually  facilitate  the  filing  of  information  since  the  burden  of 
submitting  information  to  the  Office  has  been  reduced  by 
eliminating,  in  most  cases,  the  requirement  for  a  concise 
statement  of  the  relevance  of  each  item  of  information  listed  in 
an  information  disclosure  statement. 

Comment  5.  Several  comments  stated  that  an  objective  "but 
for"  standard  would  be  preferable  to  the  proposed  rule.  The 
objective  "but  for"  standard  would  presumably  consider  infor- 
mation as  a  court  does  in  an  infringement  proceeding  with  a 
clear  and  convincing,  burden-of-proof  standard,  giving  the 
terms  in  each  claim  a  narrow  construction  where  necessary  to 
uphold  validity. 

Reply:  The  Office  believes  that  amended  §  1.56  will  provide  a 
reasonable  balance  between  the  needs  of  applicants  and  of  the 
Office.  The  suggested  "but  for"  standard  would  not  cause  the 
Office  to  obtain  the  information  it  needs  to  evaluate  patent- 
ability so  that  its  decisions  may  be  presumed  correct  by  the 
courts.  If  the  Office  does  not  have  needed  information, 
meaningful  examination  of  patent  applications  will  take  place 
for  the  first  time  in  an  infringement  case  before  a  district  court. 
Courts  will  become  increasingly  less  confident  of  the  Office's 
product  if  they  get  the  impression  that  practitioners  and 
inventors  can  routinely  withhold  information  from  the  Office, 
or  that  practitioners  and  inventors  can  make  up  their  own 
minds  about  what  is  patentable.  The  Office  should  decide,  in 
the  first  instance,  what  is  patentable  and  any  decision  should  be 
made  with  the  best  information  available,  including  that  known 
by  the  applicant.  The  Office  notes  that  the  House  of  Delegates 
of  the  American  Bar  Association  twice,  once  in  1990  and  again 
in  1991,  refused  to  adopt  a  resolution  favoring  adoption  of  the 
"but  for"  standard. 

Comment  6.  One  comment  argued  that  proposed  §  1.56  does 
not  relate  to  "the  conduct  of  proceedings  in  the  Patent  and 
Trademark  Office"  (35  U.S.C.  6(a))  since  the  Office  does  not 
intend  to  reject  applications  as  indicated  by  the  cancellation  of 
paragraphs  (c)  through  (i)  of  current  §  1.56. 

Reply:  The  amendment  to  1.56  comes  within  the  authority  of 
the  Commissioner  for  establishing  regulations.  Norton  v. 
Curtiss,  433  F2d  779,  167  USPQ  532  (CCPA  1970).  The 
Office  has  reserved  its  inherent  authority  to  reject  an  applica- 
tion under  appropriate  circumstances  where  fraud  or  other 
inequitable  conduct  has  occurred.  Also,  the  Office  will  consider 
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fraud  and  inequitable  conduct  when  properly  raised  in  inter- 
ference proceedings  under  35  U.S.C.  135(a).  The  Office  will 
also  consider  fraud  and  inequitable  conduct  in  connection  with 
attorney  conduct  under  §  10.23(c). 

Comment  7.  One  comment  stated  that  §  1.56  should  require 
only  anticipatory  art  to  be  submitted  during  examination  of  an 
application,  with  a  procedure  such  as  reexamination  being  used 
after  discovery  in  any  litigation  on  the  patent  has  revealed  all 
available  art. 

Reply:  An  application  is  examined  under  all  appropriate 
sections  of  Title  35,  United  States  Code,  and  a  presumption  of 
validity  attaches  to  a  patent  with  regard  to  all  aspects  of 
patentability,  including  anticipation.  35  U.S.C.  282.  Therefore, 
§  1.56  should  address  more  than  just  the  submission  of 
anticipatory  infonnation,  including  information  relevant  to 
patentability  under  35  U.S.C.  103  and  35  U.S.C.  112. 

Comment  8.  One  comment  suggested  that  proposed  §  1.56  has 
some  dangerous  implications  since  courts  are  going  to  find 
violations  of  the  duty  of  disclosure  if  §§  1.97  and  1.98  are  not 
complied  with  completely. 

Reply:  Section  1.56  provides  that  the  duty  of  disclosure  can  be 
met  by  submitting  information  to  the  Office  in  the  manner 
prescribed  by  §§  1.97  and  1.98.  Sections  1.97  and  1.98  are 
being  amended  so  that  information  will  be  submitted  to  the 
Office  in  the  manner  and  at  the  time  which  will  facihtate 
consideration  by  the  examiner.  Applicants  are  provided  cer- 
tainty as  to  when  information  will  be  considered,  and  appli- 
cants will  be  informed  when  information  is  not  considered. 
The  Office  does  not  believe  that  courts  should,  or  will,  find 
violations  of  the  duty  of  disclosure  because  of  unintentional 
non-compUance  with  §§  1.97  and  1.98.  If  the  non-compliance 
is  intentional,  however,  the  applicant  will  have  assumed  the 
risk  that  the  failure  to  submit  the  information  in  a  manner  that 
will  result  in  its  being  considered  by  the  examiner  may  be  held 
to  be  a  violation. 

Comment  9.  Two  comments  stated  that  the  Office  should  not 
delete  the  offense  of  attempted  fraud  from  the  §  1.56.  The 
comments  stated  that  elimination  of  the  reference  to  "gross 
negligence"  in  current  §  1.56  would  be  sufficient  to  protect  the 
practitioner  who  delays  submission  of  information  with  no 
intent  to  deceive  the  Office.  One  of  the  comments  stated  that 
the  disciplinary  rules  alone  are  not  sufficient  to  deter  attempted 
fraud  or  inequitable  conduct. 

Reply:  The  language  of  §§  1.56(a)  and  1.555(a)  has  been 
modified  to  retain  the  provisions  of  prior  §  1.56(d)  to  indicate 
that  the  Office  does  not  condone  fraud,  attempted  fraud,  or 
violation  of  the  duty  of  disclosure  through  bad  faith  or 
intentional  misconduct. 

Comment  10.  One  comment  stated  that  the  appropriate  stan- 
dards for  the  duty  of  candor  are  analogous  to  fiduciary  law 
which  requires  the  fiduciary  to  disclose  not  only  known  facts, 
but  also  facts  which  it  should  have  known,  i.e.,  a  negligence 
standard.  The  comment  argued  that  it  was  undesirable  to 
measure  duty  of  candor  or  fraud  by  a  reduced  measure  of 
"intent"  instead  of  an  objective  negligence  standard  since  the 
Office  is  not  bound  by  the  U.S.  Court  of  Appeals  for  the 
Federal  Circuit  decision  in  Kingsdown  Medical  Consultants, 
Ltd  V.  Hollister,  Inc.,  863  F.2d  867,  9  USPQ2d  1384  (Fed.  Cir. 
1988)  {en  banc),  cert,  denied,  490  U.S.  1067  (1989),  and  since 
the  proposed  standard  is  no  more  objective  than  alternative 
standards  but  is  simply  narrower  and  more  certain.  Another 
comment  suggested  that  the  Office  should  indicate  that  there  is 
no  intention  to  change  the  Kingsdown  ruling. 

Reply:  Section  1.56  has  been  amended  to  present  a  clearer  and 
more  objective  definition  of  what  information  the  Office 
considers  material  to  patentability.  The  rules  do  not  define 
fraud  or  inequitable  conduct  which  have  elements  both  of 
materiality  and  of  intent.  The  Office  does  not  advocate  any 
change  to  the  Kingsdown  ruling. 

Comment  11.  Two  comments  stated  that  the  proposed  modifi- 
cation of  §  1.56  would  make  submission  of  information  to  the 
Office  an  implied  admission  of  the  prima  facie  unpatentability 
of  a  claim.  Several  comments  suggested  that  a  sentence  should 
be  added  to  proposed  §  1.56  to  specify  that  submission  of 
information  to  the  Office  under  this  section  shall  not  be  deemed 
to  be  an  admission  or  representation  that  the  information  is 
material  to  patentability. 


Reply:  The  suggestions  in  the  comments  have  been  adopted  by 
modifying  §  1 .97  which  deals  with  submission  of  information 
to  the  Office.  Paragraph  (h)  of  §  1.97  now  provides  that  the 
filing  of  an  information  disclosure  statement  shall  not  be 
considered  to  be  an  admission  that  the  information  cited  in  the 
statement  is,  or  is  to  be  considered  to  be,  material  to  patent- 
ability as  defined  in  §  1.56. 

Comment  12.  One  comment  stated  that  the  proposed  §  1.56 
definition  would  be  difficult  to  apply  in  litigation  in  which  a 
different  burden-of-proof  standard  is  applied. 

Reply:  The  definition  of  information  material  to  patentability 
includes  standards  which  are  familiar  to  the  Federal  courts  and 
which  are  capable  of  being  handled  like  other  issues. 

Comment  13.  One  comment  suggested  that  the  last  sentence  of 
proposed  §  1.56(  a),  in  which  the  Office  encourages  applicants 
to  carefully  examine  prior  art  cited  in  foreign  search  reports 
and  the  closest  known  information,  be  removed  from  the  rule 
and  be  placed  in  the  preamble  discussion  so  as  to  avoid  the 
interpretation  that  the  sentence  creates  a  duty  for  applicants. 

Reply:  The  suggestion  is  not  adopted.  The  sentence  does  not 
create  any  new  duty  for  applicants,  but  is  placed  in  the  text  of 
the  rule  as  helpful  guidance  to  individuals  who  file  and 
prosecute  patent  applications. 

Comment  14.  Three  comments  stated  that  the  language  of 
proposed  §  1.56(a)  required  revision  to  remove  all  statements 
or  suggestions  which  might  allow  a  court  to  consider  a  pending 
(i.e.,  unissued)  claim  for  the  purpose  of  determining  whether 
the  duty  of  disclosure  requirement  was  met  in  view  of  the  fact 
that  the  proposed  rule  was  intended  to  indicate  that  there  is  no 
duty  to  disclose  information  which  is  material  to  a  pending 
claim  unless  that  claim  ultimately  issues  in  a  patent.  One 
comment  argued  that  a  court  might  interpret  "the  duty  of 
candor  and  good  faith"  to  be  broader  than  the  particular  duty  of 
disclosure  specified  in  other  portions  of  the  proposed  rule. 

Reply:  The  language  of  §§  1.56  and  1.555  has  been  modified 
to  emphasize  that  there  is  a  duty  of  candor  and  good  faith 
which  is  broader  than  the  duty  to  disclose  material  information. 
Section  1.56  further  states  that  "no  patent  will  be  granted  on  an 
application  in  connection  with  which  fraud  on  the  Office  was 
practiced  or  attempted  or  the  duty  of  disclosure  was  violated 
through  bad  faith  or  intentional  misconduct." 

Comment  15.  One  comment  suggested  that  proposed  §  1.56(a) 
be  modified  to  clarify  that  both  information  and  its  materiality 
must  be  known  before  there  is  a  duty  to  disclose  the  informa- 
tion. 

Reply:  The  Office  considers  the  language  of  §  1.56(a)  to  be 
sufficiently  clear  in  referring  to  a  "duty  to  disclose  to  the  Office 
all  information  known  to  that  individual  to  be  material  to 
patentability  as  defined  in  this  section."  If  information  is 
known  to  be  material,  it  inherently  must  be  known.  Likewise, 
if  information  is  not  known  to  an  individual,  there  is  no  duty 
to  disclose  the  information  whether  it  is  material  or  not. 

Comment  16.  One  comment  stated  that  it  should  be  made  clear 
that  "known"  is  limited  to  contemporaneous  knowledge  since 
a  practitioner  may  have  known  something  ten  years  ago  but 
may  not  remember  it  presently. 

Reply:  Section  1.56  states  that  each  individual  associated  with 
the  filing  and  prosecution  of  a  patent  application  has  a  duty  to 
disclose  all  information  known  to  that  individual  to  be  material 
to  patentability  as  defined  in  the  section.  Thus,  the  duty  applies 
to  contemporaneously  or  presently  known  information.  The 
fact  that  information  was  known  years  ago  does  not  mean  that 
it  was  recognized  that  the  information  is  material  to  the  present 
application. 

Comment  17.  One  comment  suggested  that  proposed  §  1.56(a) 
be  modified  to  state  that  the  duty  of  disclosure  ends  when  an 
application  becomes  abandoned  or  allowed. 

Reply:  Paragraph  (a)  of  §  1.56  states  that  the  duty  to  disclose 
information  exists  until  the  application  becomes  abandoned. 
The  duty  to  disclose  information,  however,  does  not  end  when 
an  application  becomes  allowed  but  extends  until  a  patent  is 
granted  on  that  application.  The  rules  provide  for  information 
being  considered  after  a  notice  of  allowance  is  mailed  and 
before  the  issue  fee  is  paid  (§  1 .97(d))  and  for  an  application  to 
be  withdrawn  from  issue  after  the  issue  fee  has  been  paid.  An 
application  may  be  withdrawn  from  issue  because  one  or  more 
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claims  are  unpatentable  (§  1.313(b)(3))  or  an  application  may 
be  withdrawn  from  issue  and  abandoned  so  that  information 
may  be  considered  in  a  continuing  application  before  a  patent 
issues  (§  1.313(b)(5)). 

Comment  18.  Three  comments  stated  that  the  first  two  sen- 
tences of  proposed  §  1.56(a)  should  be  deleted  since  rules 
should  simply  instruct  practitioners  what  to  do  without  discus- 
sion of  why  they  should  do  it  or  the  philosophy  involved. 

Reply:  The  suggestion  has  not  been  adopted  since  the  sen- 
tences aid  in  the  understanding  of  the  rule  and  will  provide 
those  involved  in  enforcing  patents  with  an  indication  of  the 
policy  on  which  the  rule  is  based. 

Comment  19.  One  comment  stated  that  §§  1.56(a)(2)  and  (c) 
should  be  modified  to  refer  to  "individuals  substantively 
associated  with"  the  filing  or  prosecution  of  the  patent  appli- 
cation. 

Reply:  The  suggestion  is  not  adopted  since  the  proposed  rule 
language  is  clear  and  the  suggested  modification  would  create 
a  redundancy  with  the  language  of  §  1.56(c)(3).  The  individu- 
als designated  in  §§  1.56(c)(1)  and  (2)  as  being  associated  with 
the  filing  or  prosecution  of  a  patent  application  within  the 
meaning  of  the  section  are  inherently  substantively  involved  in 
the  preparation  or  prosecution  of  the  appUcation. 

Comment  20.  One  comment  stated  that  proposed  §  1.56(b) 
should  be  modified  to  clarify  that  information  is  not  material  if 
it  is  cumulative  to  information  already  of  record  in  an 
application  or  to  information  concurrently  being  made  of 
record. 

Reply:  The  suggestion  has  been  adopted  by  adding  a  reference 
to  information  being  made  of  record  with  regard  to  cumulative 
information  in  §§  1.56(b)  and  1.555(b). 

Comment  21.  One  comment  stated  that  the  preamble  discus- 
sion (of  §  1.56(b))  should  indicate  that  test  results  in  situations 
such  as  tests  involving  biological  systems  may  properly  be 
submitted  as  averages  rather  than  as  individual  test  runs. 

Reply:  Whether  test  results  can  be  submitted  as  averages  rather 
than  as  individual  test  runs  depends  on  whether  doing  so  would 
provide  to  the  Office  the  information  needed  to  make  a  proper 
determination  on  patentability.  If  the  actual  results  are  pro- 
vided, the  examiner  can  make  an  independent  determination  on 
whether  some  rejection  is  appropriate.  In  some  cases  providing 
averages  might  be  misleading,  but  in  other  cases  providing 
averages  might  be  appropriate. 

Comment  22.  One  comment  stated  that  the  definition  of 
materiality  in  proposed  §  1.56(b)  imposes  substantial  new 
burdens  on  applicants  who  would  be  required  to  disclose  failed 
experiments,  papers  published  less  than  one  year  prior  to  filing 
and  experimental  public  uses  even  if  they  clearly  are  refutable 
and  will  not  affect  patentability.  One  comment  stated  that  the 
proposed  rule  would  require  applicants  to  incur  added  expense 
for  affidavits  and  comparison  tests.  Five  comments  stated  that 
the  Office  should  not  require  applicants  to  present  results  from 
clearly  invalid  tests  since  this  would  be  contrary  to  usual 
scientific  practice.  One  comment  argued  that  information 
should  not  be  required  to  be  submitted  if  there  was  no  doubt 
that  it  would  not  preclude  patentability,  e.g.,  where  common 
ownership  existed  so  that  the  exception  of  35  U.S.C.  103, 
second  paragraph,  would  apply. 

Reply:  The  definition  of  materiality  in  §  1.56  does  not  impose 
substantial  new  burdens  on  applicants,  but  is  intended  to 
provide  the  Office  with  the  information  it  needs  to  make  a 
proper  and  independent  determination  on  patentability.  It  is  the 
patent  examiner  who  should  make  the  determination  after 
considering  all  the  facts  involved  in  the  particular  case.  The 
comments  reflect  that  the  Office  objective  of  clarifying  what 
information  the  Office  considers  to  be  material  has  been 
accomphshed  by  the  amendment  of  the  rules. 

Comment  23.  One  comment  suggested  that  §  1.56  should 
confine  the  duty  of  disclosure  to  references  known  to  applicant 
or  the  practitioner  representing  applicant  and  not  found  in  prior 
art  materials  in  the  Office. 

Reply:  This  suggestion  is  not  adopted  since  information  may 
be  in  the  Office  but  not  in  the  application  file.  It  is  not 
reasonable  to  assume  that  an  examiner  knows  of  a  particular 
item  of  information  or  appreciates  its  relevance  to  a  particular 
invention  simply  because  it  exists  somewhere  in  the  Office. 


Comment  24.  One  comment  stated  that  the  language  "or  in 
combination  with  other  information"  should  be  removed  from 
proposed  §  1.56(b)(1)  because  it  was  unworkable  to  require  an 
applicant  to  combine  references  against  its  own  claims,  espe- 
cially since,  according  to  the  commentator,  examiners  and  the 
Board  of  Patent  Appeals  and  Interferences  frequently  misapply 
the  law.  Another  comment  stated  that  the  language  creates  an 
open  field  for  Utigators  to  claim  that  an  inordinate  number  of 
references  could  be  combined. 

Reply:  The  rule  does  not  require  an  applicant  to  combine 
references  against  its  own  claims.  The  appUcant  can  submit 
information  to  the  Office  for  the  examiner's  consideration 
whether  the  information  is  considered  material  or  not.  The  fact 
that  the  teachings  of  a  large  number  of  references  must  be 
combined  for  a  prima  facie  case  of  obviousness  does  not  by 
itself  weigh  against  a  holding  of  obviousness.  See  In  re 
Gorman.  933  F.2d  982,  18  USPQ2d  1885  (Fed.  Cir.  1991). 

Comment  25.  Four  comments  stated  that  the  definition  of 
"prima  facie  case  of  unpatentabihty"  §  1.56(b)(1))  should  be 
included  in  the  rule  itself.  One  comment  said  that  the  definition 
should  not  be  included  in  the  rule. 

Reply:  The  definition  has  been  included  in  the  rule  for  clarity. 

Comment  26.  One  comment  stated  that  the  proposed  § 
1.56(b)(1)  placed  a  burden  on  the  practitioner  to  analyze 
references  that  is  inappropriate  and  contradictory  to  a  practi- 
tioner's responsibility  to  his  client. 

Reply:  The  rule  itself  does  not  place  a  burden  on  the  practi- 
tioner to  analyze  references.  Information  can  be  submitted  to 
the  Office  in  accordance  with  §§  1.97  and  1.98,  and  the 
examiner  will  consider  the  references. 

Comment  27.  One  comment  questioned  whether  an  applicant 
would  be  charged  with  withholding  material  information  if  the 
"other  information"  (§  1.56(b)(1))  necessary  to  cause  an 
undisclosed  reference  to  become  material  is  unknown  to  the 
applicant.  Another  comment  suggested  that  the  language 
should  be  changed  to  read  "other  known  information"  to  show 
that  the  information  must  be  known  to  applicant  to  give  rise  to 
a  duty  of  disclosure. 

Reply:  Paragraph  (b)  of  §  1.56  defines  information  material  to 
patentability.  While  information  may  be  material  under  the 
definition,  there  is  no  duty  on  an  individual  to  disclose  the 
information  if  the  information  is  unknown  to  the  individual  (§ 
1.56(a)). 

Comment  28.  One  comment  suggested  that  defining  materiality 
in  §  1.56(b)  in  terms  of  prima  facie  unpatentability  would 
permit  a  conspiracy  of  silence  in  which  (1)  the  applicant  knows 
of  information  but  is  incapable  of  making  the  legal  analysis  to 
determine  whether  the  information  is  material  and  (2)  the 
patent  practitioner,  who  is  equipped  to  determine  whether 
information  is  material,  does  not  know  of  the  information  and 
does  not  ask.  Thus,  it  is  argued  there  would  be  no  violation  of 
the  duty  of  disclosure  which  requires  knowledge  of  both 
information  and  its  materiality. 

Reply:  The  Office  has  set  forth  what  information  should  be 
submitted  so  that  the  Office  can  make  a  proper  determination 
on  patentability.  The  term  "conspiracy"  has  the  connotation  of 
unlawfulness  which  would  not  be  consistent  with  the  duty  of 
candor  and  good  faith  required  in  dealings  with  the  Office. 

Comment  29.  One  comment  suggested  that  proposed  § 
1.56(b)(1)  should  be  revised  to  read  "in  combination  with  other 
information  already  of  record  in  the  application"  to  avoid  the 
possibility  that  undisclosed  material  could  be  considered 
material  in  subsequent  litigation  when  combined  with  infor- 
mation not  known  at  the  time  of  the  prosecution  to  any  person 
substantively  involved  in  the  preparation  or  prosecution  of  the 
application. 

Reply:  Paragraph  (a)  of  §  1.56  makes  it  clear  that  the  Office 
recognizes  that  the  duty  to  disclose  material  information  is 
limited  to  such  information  which  is  known  by  an  individual 
substantively  involved  in  the  preparation  or  prosecution  of  the 
application.  Thus,  while  information  may  be  material  under  the 
definition  of  §  1.56(b)(1),  there  can  be  no  duty  to  disclose  the 
information  if  it  is  material  only  in  combination  with  unknown 
information. 

Comment  30.  One  comment  stated  that  proposed  §  1.56(b) 
should  be  modified  so  that  paragraph  (b)(1)  refers  to  informa- 
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tion  that  renders  a  claim  unpatentable  ("but  for"),  paragraph 
(b)(2)  remains  as  proposed,  and  a  paragraph  (b)(3)  is  added  to 
include  the  definition  of  materiality  as  "the  closest  information 
over  which  any  pending  claim  patentably  defines."  This 
comment  suggested  that  this  modified  definition  would  have 
the  advantage  of  not  requiring  the  applicant  to  submit  refer- 
ences which  appficant  knows  are  immaterial  and  to  then 
engage  in  "straw  man"  arguments  based  on  such  references. 

Reply:  The  suggested  modification  to  §  1.56  has  not  been 
adopted.  The  suggested  language  would  seemingly  require 
information  to  be  filed  in  each  application,  whether  the 
information  is  relevant  or  not,  since  the  "closest  information" 
would  be  required.  Section  1 .56  does  not  require  information 
which  is  not  relevant  to  be  submitted,  but  only  information 
which  meets  the  definition  of  material  as  set  out  in  the  rule. 

Comment  31.  One  comment  stated  that  if  proposed  § 
1.56(b)(1)  is  promulgated,  there  would  be  no  need  for  pro- 
posed §  1.56(b)(2)  with  regard  to  information  which  would 
make  a  prima  facie  case  of  unpatentability  and  other  informa- 
tion required  by  paragraph  (b)(2)  might  be  obscure.  Another 
comment  argued  that  paragraph  (b)(2)  was  unnecessary,  con- 
fusing and  ambiguous  and  suggested  changes  in  the  language 
to  make  the  requirement  clear  and  less  ambiguous. 

Reply:  The  suggestion  as  to  the  language  change  to  § 
1.56(b)(2)  has  been  adopted.  The  final  rule  language  avoids  the 
perceived  problem  of  requiring  an  applicant  to  submit  infor- 
mation supporting  a  position  taken  by  the  examiner.  It  is  not 
appropriate,  however,  to  eliminate  paragraph  (b)(2)  because  it 
is  an  essential  part  of  the  definition  of  information  material  to 
patentabiUty  and  will  help  to  ensure  that  all  material  facts  are 
brought  to  the  attention  of  the  examiner  during  the  examina- 
tion process. 

Comment  32.  One  comment  questioned  the  language  of 
proposed  §  1.56(b)(2)  as  to  how  an  appficant  could  consider  a 
prior  art  reference  as  supporting  a  position  of  unpatentability 
taken  by  the  Office  while  at  the  same  time  disputing  that 
interpretation. 

Reply:  The  language  of  §  1.56(b)(2)  has  been  modified  to 
clarify  that  information  is  material  to  patentability  if  it  refutes, 
or  is  inconsistent  with,  a  position  the  applicant  takes  in  (1) 
opposing  an  argument  of  unpatentability  relied  on  by  the 
Office,  or  (2)  asserting  an  argument  of  patentability. 

Comment  33.  One  comment  stated  that  §  1.56(b)(2)  was  flawed 
in  requiring  a  duty  to  conduct  a  file  search  to  make  sure  that  no 
information  exists  which  even  arguably  contradicts  a  position 
taken  or  to  be  taken  in  response  to  the  examiner,  or  which 
supports  the  examiner's  position  which  may  be  improper. 

Reply:  Section  1.56(b)(2)  does  not  require  a  search  of  files. 
Under  §  1.56(a),  the  duty  of  disclosure  is  confined  to  that 
information  which  is  known  to  an  individual  to  be  material  as 
defined  in  paragraph  (b). 

Comment  34.  One  comment  stated  that  proposed  §  1.56(c) 
should  be  modified  so  that  the  duty  of  any  individual  desig- 
nated as  having  a  duty  of  disclosure  would  terminate  when 
such  individual  ceases  to  be  substantively  involved  in  the 
preparation  or  prosecution  of  the  application.  The  comment 
used,  as  an  example,  an  inventor  who  would  not  be  aware  of  art 
cited  by  the  examiner  which  would  cause  information  known 
to  the  inventor  to  fall  within  the  definition  of  materiality  for  the 
first  time. 

Reply:  The  suggestion  in  the  comment  is  not  adopted.  The  duty 
to  disclose  information  material  to  patentability  rests  on  the 
individuals  designated  §  in  1.56(c)  until  the  appHcation  issues 
as  a  patent  or  becomes  abandoned.  Paragraph  (a)  of  §  1.56 
makes  it  clear,  however,  that  each  individual  has  a  duty  to 
disclose  only  information  which  is  known  to  that  individual  to 
be  material. 

Comment  35.  One  comment  stated  that  proposed  §  1.56(c)(3) 
should  not  include  the  assignee,  or  anyone  to  whom  there  is  an 
obfigation  to  assign  the  application,  in  the  class  of  those  who 
have  a  duty  to  disclose  material  information  since  there  might 
be  a  "witch  hunt"  during  litigation  to  find  one  employee  with 
knowledge  of,  or  possession  of,  information  that  should  have 
been  disclosed. 

Reply:  No  modification  to  §  1.56(c)(3)  is  needed  since  §  1.56 
sets  forth  that  only  individuals  who  are  associated  with  the 
filing  and  prosecution  of  a  patent  application  have  a  duty  of 


candor  and  good  faith,  including  a  duty  to  disclose  to  the  Office 
all  information  known  to  be  material  to  patentability. 

Comment  36.  One  comment  stated  that  proposed  §  1.56(d) 
should  be  revised  to  expressly  allow  an  inventor  to  satisfy  the 
duty  by  disclosing  information  to  the  practitioner  who  prepares 
or  prosecutes  the  application  so  that  redundant  information 
disclosure  statements  will  not  be  required  from  both  the 
inventor  and  the  attorney  or  agent. 

Reply:  The  suggestion  in  the  comment  is  not  adopted  since  the 
duty  as  described  in  §  1.56  will  be  met  as  long  as  the 
information  in  question  was  cited  by  the  Office  or  submitted  to 
the  Office  in  the  manner  prescribed  by  §§  1.97(b)-(d)  and  1.98 
before  issuance  of  the  patent.  Statements  from  both  an  inventor 
and  the  practitioner  are  not  required  to  be  submitted. 

Comment  37.  One  comment  stated  that  proposed  §§  1.52(c) 
and  1.67(c)  should  be  modified  to  either  (1)  expressly  permit 
alterations  to  be  made  in  an  application  subsequent  to  the 
signing  of  the  oath  or  declaration  if  a  supplemental  oath  or 
declaration  is  later  submitted,  or  (2)  more  properly,  prohibit 
such  alterations  since  if  alterations  are  desirable,  they  can  be 
made  and  the  application  can  be  filed  with  an  unsigned  oath  or 
declaration.  Another  comment  stated  that  willfully  filling  out 
false  oaths  should  never  be  condoned. 

Reply:  The  Office  does  not  condone  willfully  filling  out  false 
oaths.  Further,  §  10.23(c))(ll)  indicates  that  the  Office  consid- 
ers it  misconduct  for  a  practitioner  to  knowingly  file  or  cause 
to  be  filed  an  application  containing  a  material  alteration  made 
after  the  signing  of  an  accompanying  oath  or  declaration 
without  identifying  the  alteration.  The  Office  will  not  consider 
striking  an  application  in  which  an  alteration  was  made,  but  a 
supplemental  oath  or  declaration  is  required  to  be  filed  in  an 
application  containing  alterations  made  after  the  signing  of  the 
oath  or  declaration. 

Comment  38.  One  comment  stated  that  the  implementation  of 
proposed  §§  1.63(b)(3)  and  1.175(a)(7)  allows  for  a  two-month 
delay  in  the  deadline  for  requiring  declarations  complying 
therewith. 

Reply:  The  averments  in  oath  or  declaration  forms  presently  in 
use  that  comply  with  the  previous  §  1.63  or  §  1.175  will  also 
comply  with  the  requirements  of  the  new  rules.  Therefore,  the 
Office  will  continue  to  accept  the  old  oath  or  declaration  forms 
as  complying  with  the  new  rules. 

Comment  39.  Five  comments  questioned  the  need  for  the 
proposed  rules  since  statistics  show  that  information  disclosure 
statements  are  submitted  early  in  prosecution  and  questioned 
what  new  service  is  being  provided  for  the  proposed  fee  in  § 
1.97. 

Reply:  The  Office  desires  to  continue  to  encourage  information 
to  be  submitted  promptly  so  that  it  can  be  considered  by  the 
examiner  when  the  first  Office  action  is  prepared.  Some  people 
have  expressed  a  desire  to  have  the  option  of  waiting  to  submit 
information  until  after  the  first  Office  action,  without  concern 
that  they  will  be  subject  to  a  charge  of  inequitable  conduct. 
Section  1.97(c),  as  amended,  will  provide  this  option  to 
applicants  in  that  information  will  be  considered  later  than 
three  months  after  the  filing  date  of  the  application  (§  1.97(a) 
prior  to  amendment)  without  a  showing  of  promptness  (prior  § 
1.99).  The  fee  will  compensate  the  Office  for  the  added 
expense  caused  by  the  late  submission  of  the  information  and 
will  serve  as  a  disincentive  to  the  intentional  withholding  of 
information  even  for  a  short  period  of  time. 

Comment  40.  Two  comments  suggested  that  proposed  § 
1.97(a)  be  modified  so  that  the  mechanism  of  proposed  §  1.98 
would  not  be  the  only  acceptable  technique  for  submitting 
information. 

Reply:  The  Office  has  set  forth  the  minimum  requirements  for 
information  to  be  considered  in  §§  1.97  and  1.98.  These  rules 
will  provide  certainty  for  the  public  of  exactly  what  the 
requirements  are,  when  the  Office  will  consider  information 
and  when  the  Office  will  not  consider  information.  Thus, 
applicants  are  provided  with  means  for  complying  with  the 
duty  of  disclosure  by  following  the  rules.  If  information  is 
submitted  in  a  manner  so  that  it  is  not  considered  by  the  Office, 
applicant  will  assume  the  risk  that  a  court  might  find  a 
violation  of  the  duty  of  candor  and  good  faith  which  includes 
the  duty  to  disclose  material  information. 
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Comment  41.  Four  comments  suggested  that  information 
which  is  recognized  by  applicant  as  being  material  after  the 
period  set  in  proposed  §  1.97(b)  as  the  result  of  prior  art  cited 
by  the  examiner  should  be  permitted  to  be  submitted  to  the 
Office  without  the  fee  set  forth  in  1.17(p),  the  certification  or 
the  petition  fee  required  by  §  1.97. 

Reply:  The  suggestion  in  the  comments  is  not  adopted  since  it 
would  require  a  certification,  e.g.,  why  the  information  was 
just  recognized  as  being  material,  and  would  unduly  compli- 
cate the  rules  and  the  procedures  for  considering  information 
submitted  by  applicant.  Applicants  can  avoid  or,  at  least, 
minimize  the  problem  by  submitting  information  which  is 
known  to  be  relevant  to  the  application  even  though  it  is  not 
yet  recognized  as  being  required  to  be  submitted  because  it  is 
material  to  patentability.  The  fees  charged  are  to  compensate 
the  Office  for  the  additional  work  that  will  be  necessary  when 
information  is  submitted  during  an  advanced  stage  of  the 
examination  process. 

Comment  42.  Two  comments  suggested  that  the  period  for 
submitting  information  set  in  proposed  §  1 .97(b)  be  changed  to 
be  two  months  from  the  issuance  of  the  Official  Fifing  Receipt 
to  avoid  information  disclosure  statements  being  misrouted  in 
the  Office. 

Reply:  The  suggestion  in  the  comment  is  not  adopted.  The  date 
that  the  Filing  Receipt  is  mailed  is  not  maintained  in  the 
application  file  so  there  would  be  administrative  difficulty  in 
determining  when  a  fee  or  certification  is  required  to  be  filed 
under  the  new  rule.  An  application  can  be  filed  with  a 
self-addressed  return  postcard  so  that  applicant  can  obtain  the 
serial  number  assigned  to  the  application  very  soon  after  filing. 
Further,  information  may  be  filed  under  §  1.97(b)  before  the 
mailing  of  a  first  Office  action  on  the  merits  even  if  this  occurs 
later  than  three  months  after  the  application  fifing  date. 

Comment  43.  One  comment  questions  whether  §  1 .97(b)  or  § 
1.97(d)  applies  in  the  event  of  issuance  of  a  final  rejection 
within  three  months  of  the  filing  of  an  application.  The 
cotrmient  indicated  that  paragraph  (b)  should  apply  in  this 
situation. 

Reply:  Paragraph  (b)  would  apply  in  this  situation  since  the 
paragraph  specifies  that  information  may  be  filed  within  three 
months  of  the  filing  date  of  the  application  or  before  the 
maifing  date  of  a  first  Office  action  on  the  merits,  whichever 
event  occurs  last.  Thus,  information  would  be  considered 
pursuant  to  §  1 .97(b)  if  it  was  filed  within  three  months  of  the 
filing  date  of  the  appfication  even  if  a  final  rejection  was 
mailed  prior  to  three  months  from  the  filing  date. 

Comment  44.  One  comment  stated  that  proposed  §  1.97(b)(1) 
should  be  clarified  to  indicate  that  "the  filing  of  a  national 
application"  includes  "a  continuing  application  which  replaces 
the  original  appfication." 

Reply:  The  suggested  modification  has  not  been  adopted  since 
it  is  not  necessary  for  clarity.  The  term  "national  application" 
includes  continuing  applications  in  this  and  the  other  patent 
rules.  It  is  not  desirable  to  add  the  suggested  language  to  all 
occurrences  of  the  term  "appfication"  in  the  rules  or  to  raise  the 
implication  that  continuing  applications  are  not  included  in  the 
term  in  other  rules  by  adding  the  suggested  language  to  this 
rule. 

Comment  45.  One  comment  stated  that  proposed  §  1 .97  should 
be  changed  to  state  that  if  a  responsible  party  becomes  aware 
of  material  information  less  than  three  months  before  issuance 
of  an  Office  action,  that  information  will  be  considered  timely 
filed  if  it  is  submitted  together  with  the  response  to  the  action. 
The  comment  also  stated  that  the  Office  could  go  farther  and 
implement  a  rule  which  specifies  that  such  information  wiU  be 
considered  timely  submitted  if  it  reaches  the  examiner  before 
the  response  to  the  Office  action  is  taken  up  for  consideration. 
Three  other  comments  stated  that  the  Office  should  accept 
information  disclosure  statements  with  responses  to  Office 
actions,  with  one  comment  arguing  that  there  is  no  benefit  in 
submitting  two  papers  where  one  would  suffice. 

Reply:  The  suggestions  in  the  comments  are  not  adopted.  The 
rule  as  proposed  and  promulgated  has  the  advantage  of  being 
relatively  easy  to  comply  with  and  administer.  Information 
should  be  submitted  promptly  so  that  the  examiner  will  have 
the  option  of  reviewing  the  information  and  withdrawing  or 
revising  the  Office  action.  Requiring  information  to  be  submit- 


ted promptly  contributes  to  the  efficiency  of  the  examination 
process. 

Comment  46.  One  comment  stated  that  there  should  be  no  fee 
in  §  1.97  associated  with  the  fifing  of  an  information  disclosure 
statement  since  this  might  impact  negatively  on  the  submission 
of  material  information;  rather,  it  would  be  sufficient  to  permit 
material  information  submitted  subsequent  to  a  non-final 
action  to  support  a  final  rejection  in  the  next  action,  in  the 
absence  of  the  certification  proposed  in  the  rules.  Another 
comment,  however,  stated  that  the  proposed  fee  requirement 
would  not  be  a  disincentive  to  submission  of  prior  art,  but 
would  force  examiners  to  consider  certain  art  which  under 
current  practice  often  is  not  made  of  record,  but  instead, 
requires  the  fifing  of  a  continuation  appfication. 

Reply:  The  fee  required  in  the  rule  will  serve  both  to  cover 
additional  expense  caused  the  Office  by  the  late  submission  of 
information  and  will  also  serve  as  a  disincentive  to  failing  to 
cooperate  in  submitting  information  early  in  the  prosecution  of 
an  appfication  rather  than  as  a  disincentive  to  submitting 
information  at  all. 

Comment  47.  One  comment  questioned  whether  information  in 
an  information  disclosure  statement  submitted  during  the 
period  set  forth  by  proposed  §  1.97(c)  could  be  used  by  an 
examiner  to  make  the  next  action  final  if  the  statement  was 
submitted  with  a  certification  under  §  1.97(e). 

Reply:  Information  submitted  with  a  certification  during  the 
period  set  forth  in  §  1.97(c)  will  not  be  used  to  make  the  next 
Office  action  final  on  unamended  claims  since  in  this  situation 
it  is  clear  that  appficant  has  submitted  the  information  to  the 
Office  promptly  after  it  has  become  known  and  the  informafion 
is  being  submitted  prior  to  a  final  determination  on  patentabil- 
ity by  the  Office. 

Comment  48.  One  comment  stated  that  it  was  unfair  for  the 
Office  to  require  a  fee  for  considering  information  pursuant  to 
proposed  §  1.97(c)  and  then  also  be  able  to  use  the  information 
in  making  the  Office  action  final. 

Reply:  The  poUcy  is  not  considered  to  be  unfair.  If  information 
is  submitted  during  the  period  set  forth  in  §  1.97(c)  without  the 
certification,  the  fee  will  compensate  the  Office  for  extra  work 
that  may  be  caused  by  the  failure  to  submit  information 
promptly.  If  the  cost  for  this  extra  work  were  not  placed  upon 
the  applicant  in  this  situation,  the  cost  would  have  to  be  borne 
by  all  applicants  through  payment  of  higher  fees.  The  possi- 
bility that  the  next  Office  action  may  be  made  final  wiU  further 
encourage  prompt  disclosure  of  information  to  the  Office. 

Comment  49.  One  comment  suggested  that  information  should 
be  considered  (§  1.97(c))  after  final  rejection,  since  this  is 
different  from  after  allowance  when  the  Office  would  have  to 
go  back  and  reconsider  its  work.  Two  comments  stated  that 
proposed  §  1.97(c)(1)  should  not  penafize  appficants  who 
receive  a  foreign  search  report  after  a  final  rejection  is  made  in 
the  application  and  that  the  certification  under  §  1.97(e)  should 
be  available  until  an  advisory  action  after  final  rejection  or  a 
notice  of  allowability  occurs  in  the  application.  Another 
comment  stated  that  final  action  may  not  even  be  on  the  merits 
but  merely  administrative. 

Reply:  The  suggestions  in  the  comments  are  not  adopted.  Both 
a  notice  of  allowance  and  a  final  rejection  represent  a  final 
Office  decision  on  patentability.  Information  considered  after 
either  of  these  actions  may  require  the  Office  to  alter  its 
position.  After  either  of  these  actions,  information  wiU  be 
considered  only  if  it  is  submitted  promptly  in  accordance  with 
§  1.97(d)  or  is  submitted  in  a  refiled  application.  It  should  be 
noted  that  information  cited  in  a  foreign  search  report,  if  cited 
to  the  Office  within  three  months  of  the  date  on  the  search 
report,  will  be  considered  by  the  Office  if  filed  before  payment 
of  the  issue  fee. 

Comment  50.  One  comment  stated  that  proposed  §  1.97(d) 
would  result  in  unequal  treatment  of  U.S.  inventors  who  file 
first  in  the  OflSce  as  compared  to  foreign  inventors  who  file  first 
in  a  foreign  country  since  the  latter  will  have  the  results  of  the 
search  made  by  the  foreign  examining  country  earlier  in  the 
pendency  of  the  U.S.  application.  Six  comments  suggested  that 
a  U.S.  inventor  should  have  the  ability  to  make  the  certification 
of  §  1.97(e)  and  to  have  the  Office  consider  the  information, 
regardless  of  the  stage  of  prosecution  at  which  information 
from  a  foreign  office  is  submitted. 
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Reply:  It  should  be  noted  that  the  certification  of  §  1.97(e)  can 
be  made  and  information  considered  by  the  Office  until  the 
issue  fee  is  paid  on  the  application.  After  the  issue  fee  has  been 
paid  on  an  application,  it  is  impractical  for  the  Office  to  attempt 
to  consider  newly  submitted  information.  The  application  may 
be  withdrawn  from  issue  at  this  point,  however,  pursuant  to  § 
1.313(b)(5)  so  that  the  information  can  be  considered  in  a 
continuing  application,  or  pursuant  to  §  1.313(b)(3)  if  appli- 
cant states  that  one  or  more  claims  are  unpatentable  over  the 
information  that  is  cited.  It  is  further  noted  that  it  is  apphcants. 
not  the  Office,  who  make  decisions  on  when  and  in  which 
countries  to  file  an  application.  U.S.  inventors  who  may  desire 
to  seek  patent  protection  in  foreign  countries  have  the  ability  to 
utilize  the  provisions  of  the  Patent  Cooperation  Treaty  and  to 
delay  the  requirement  to  enter  the  national  stage  until  after  a 
search  report  on  the  invention  is  made. 

Comment  51.  One  comment  questioned  whether  a  certification 
under  §  1.97(e)  could  properly  be  made  in  situations  where 
information  known  by  the  applicant  but  not  considered  mate- 
rial is  cited  by  a  foreign  patent  office  more  than  three  months 
later  than  the  first  knowledge  by  applicant. 

Reply:  The  language  of  §  1.97(e)  has  been  modified  to  permit 
a  certification  to  be  made  in  the  situation  described  in  the 
comment.  If  an  item  of  information  is  submitted  within  three 
months  of  being  cited  in  a  communication  from  a  foreign 
patent  office  in  a  counterpart  foreign  patent  application,  the 
certification  can  be  properly  made  regardless  of  any  individu- 
al's previous  knowledge  of  the  information. 

Comment  52.  One  comment  stated  that  the  three-month  time 
period  for  submitting  information  from  foreign  patent  offices 
under  proposed  §  1.97(e)  might  be  too  short  because  not  all 
foreign  offices  provide  copies  of  references  and  that  the  Office 
should  provide  for  a  petition  in  unusual  circumstances.  Five 
comments  stated  that  a  three-month  time  limit  for  filing  foreign 
search  reports  is  not  reasonable  but  rather  that  six  months 
would  be  more  reasonable. 

Reply:  The  Office  has  chosen  the  three  month  time  period  as 
appropriate  in  view  of  all  the  factors  involved  in  obtaining 
information  and  in  the  examination  process.  It  should  be  noted 
that  Office  actions  typically  set  a  three-month  shortened 
statutory  period  for  response.  A  response  to  an  Office  action 
generally  requires  more  time  for  preparation  than  is  involved 
in  the  submitting  of  a  foreign  search  report  and  copies  of  the 
documents  cited. 

Comment  53.  Five  comments  suggested  that  §  1.97(e)  should 
permit  a  certification  to  be  made  if  an  individual  knew  of 
information  for  more  than  three  months  before  it  was  filed  but 
did  not  recognize  its  materiality  or  relevance  to  the  application. 

Reply:  The  suggestion  in  the  comments  is  not  adopted.  The 
Office  desires  to  encourage  prompt  evaluation  of  information 
as  to  materiality  by  applicants  and  the  Office  so  as  to  contribute 
to  the  efficiency  and  effectiveness  of  the  examination  process. 
It  should  be  noted  that  an  applicant  is  not  required  to  delay  the 
submission  of  information  while  evaluating  materiality,  but 
can  submit  the  information  pursuant  to  §§  1.97  and  1.98. 

Comment  54.  One  comment  stated  that  proposed  §  1.97(e) 
should  be  clarified  to  specify  that  the  certificates  can  be  made 
regardless  of  the  source  of  the  information  being  submitted,  so 
long  as  it  is  disclosed  within  three  months  of  receipt.  One 
comment  stated  that  the  three-month  period  of  proposed  § 
1.97(e)  should  be  measured  from  the  receipt  date  of  a  com- 
munication from  a  foreign  patent  office. 

Reply:  A  certification  under  §  1 .97(e)  can  be  made  if  each  item 
of  information  was  cited  in  a  communication  from  a  foreign 
patent  office  in  a  counterpart  foreign  application  not  more  than 
three  months  prior  to  filing  the  statement.  A  certification  can 
also  be  made  if  no  item  of  information  was  cited  in  a 
communication  from  a  foreign  patent  office  in  a  counterpart 
foreign  application  or  was  known  to  any  individual  designated 
in  §  1.56(c)  more  than  three  months  prior  to  filing  the 
information  disclosure  statement.  The  Office  wishes  to  encour- 
age prompt  evaluation  of  the  relevance  of  information  and  to 
have  a  date  certain  for  determining  if  a  certification  can 
properly  be  made.  Although  it  is  recognized  that  an  individual 
actually  becomes  aware  of  the  information  in  the  communica- 
tion from  a  foreign  patent  office  sometime  after  it  was  mailed, 
the  mailing  date  of  such  a  communication,  if  it  occurs  prior  to 
a  first  awareness  of  the  same  information,  would  determine  the 
date  for  filing  of  an  information  disclosure  statement  without  a 


fee.  The  Office  is  willing  to  absorb  any  additional  cost  in 
considering  such  information  relevant  to  patentability  after  the 
time  set  in  proposed  paragraph  (b)  only  when  it  is  clear  that  an 
applicant  is  diligent  in  providing  the  information  to  the  Office. 

Comment  55.  One  comment  stated  that  the  cost  of  making  a 
certification  under  §  1.97(e)  would  be  more  than  the  $200.00 
fee  proposed  where  no  certification  is  made  due  to  difficulties 
in  obtaining  information  from  foreign  clients.  The  comment 
suggested  that  the  rule  provide  for  (1)  the  opportunity  to 
provide  documentation  (as  opposed  to  certification)  illustrating 
when  the  information  was  received,  and  (2)  the  opportunity  to 
submit  information  with  increasing  fees  depending  on  when  in 
the  periods  of  §  1.97(c)  and  (d)  the  information  is  submitted. 

Reply:  The  suggestions  in  the  comment  are  not  adopted  since 
they  would  add  undue  complexity  to  the  rules  and  procedures. 
Further,  the  suggested  provision  of  documentation,  which 
presumably  would  be  reviewed  by  someone  in  the  Office, 
would  probably  add  considerably  to  the  overall  expense  of 
filing  an  information  disclosure  statement.  No  other  comments 
indicated  a  desire  for  increasing  fees  depending  on  when  the 
information  is  submitted. 

Comment  56.  Two  comments  stated  that  proposed  §  1.97(e)  is 
ambiguous  in  using  the  language  "to  the  knowledge  of  the 
person  signing  the  certification"  in  that  it  could  refer  to 
"information  and  belief,"  "actual  knowledge  of  the  facts"  or 
"no  knowledge  to  the  contrary."  One  comment  stated  that 
certifications  should  be  able  to  be  made  on  information  and 
belief  by  a  U.S.  attorney  or  agent  submitting  a  material 
reference  received  from  a  foreign  patent  attorney  or  agent, 
rather  than  requiring  a  certification  from  the  foreign  individual. 
Another  comment  suggested  that  the  period  should  be  calcu- 
lated from  when  the  applicant  either  knew  or  could  have 
known  of  the  reference  because  the  U.S.  attorney  should  not  be 
penalized  for  delays  from  their  foreign  patent  associates. 

Reply:  The  certification  under  §  1.97(e)  should  be  made  by  a 
person  who  has  knowledge  of  the  facts  being  certified.  The 
certification  can  be  made  by  a  practitioner  who  represents  a 
foreign  client  and  who  relies  on  statements  made  by  the 
foreign  client  as  to  the  date  the  information  first  became 
known.  A  practitioner  who  receives  information  from  a  client 
without  being  informed  whether  the  information  was  known 
for  more  than  three  months,  however,  cannot  make  the 
certification  without  making  reasonable  inquiry. 

Comment  57.  One  comment  stated  that  the  language  of 
proposed  §  1.97(e)  would  preclude  the  use  of  the  certification 
in  an  application  by  corporations  whose  practitioners  have 
over  the  years  reviewed  thousands  of  patents  and  technical 
publications,  even  though  they  are  unaware  of  the  relevance  of 
any  one  thereof  to  the  application. 

Reply:  The  language  of  §  1.97(e)  is  not  intended  to  preclude 
use  of  the  certification  by  representatives  of  corporations.  The 
certification  can  be  based  on  present,  good  faith  knowledge 
about  when  information  became  known  without  a  search  of 
files  being  made.  The  Office,  however,  does  desire  to  have 
information  considered  promptly  by  applicants  as  to  material- 
ity and  to  have  information  submitted  to  the  Office  early  in  the 
prosecution  of  an  application. 

Comment  58.  One  comment  suggested  that  proposed  §  1 .97(e) 
should  permit  certification  only  as  to  information  submitted 
within  four  months  of  receipt  from  a  foreign  patent  office,  with 
all  other  late-submitted  information  requiring  a  fee  so  as  to  not 
open  a  legal  quagmire  implicit  in  the  proposed  certification 
requirement. 

Reply:  The  suggestion  in  the  comment  is  not  adopted.  The 
certification  set  forth  in  §  1 .97(e)  is  preferable  since  it  provides 
the  avoidance  of  the  payment  of  a  fee  by  a  person  who  is 
submitting  information  promptly  to  the  Office.  An  applicant 
has  the  option  under  the  circumstances  described  in  §  1 .97(c), 
however,  to  not  make  the  certification  and  to  pay  the  fee 
instead  if  so  desired. 

Comment  59.  One  comment  suggested  that  proposed  §  1.97(f) 
be  modified  to  specify  that  not  less  than  one  month  will  be 
given  if  a  bona  fide  attempt  is  made  to  comply  with  §  1.98  but 
part  of  the  required  content  is  omitted.  Another  comment 
suggested  that  §  1.97(f)  should  state  that  the  Office  will  give 
(rather  than  may  give)  additional  time  for  compliance  with  § 
1.98. 
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Reply:  The  suggestions  in  the  comments  are  not  adopted.  The 
language  of  §  1.97(f)  parallels  present  §  1.135(c)  since  the 
practice  and  considerations  are  similar  for  both  rules.  The 
Office  intends  to  provide  one  month  to  comply  with  §  1.98 
where  a  bona  fide  attempt  has  been  made  to  do  so. 

Comment  60.  One  comment  stated  that  proposed  §  1.97(f) 
should  specify  that  the  Office  shall  inform  the  applicant  if  a 
reference  will  not  be  considered  due  to  noncompliance  with  § 
1.98  so  as  to  avoid  any  argument  in  litigation  that  a  certain 
reference  was  not  considered  due  to  clerical  noncompliance. 

Reply:  The  Office  plans  to  notify  applicants  in  accordance  with 
§§  1.97(f)  and  (i)  if  submitted  information  will  not  be 
considered.  The  examiner  will  also  indicate  in  the  application 
record  what  information  has  been  considered.  Further  details 
will  appear  in  the  Manual  of  Patent  Examining  Procedure  in 
due  course. 

Comment  61.  One  comment  suggested  that  proposed  §  1.97(g) 
should  be  modified  to  state  that  the  filing  of  an  information 
disclosure  statement  shall  not  be  construed  as  a  representation 
that  no  other  material  information  exists  such  as  is  set  forth  in 
current  §  1.97(b). 

Reply:  The  suggestion  in  the  comment  has  not  been  adopted 
since  referring  to  "no  other  material  information"  would  imply 
that  the  information  being  submitted  was  admitted  to  be 
material.  There  is  no  requirement  that  information  being 
submitted  be  material  to  the  application. 

Comment  62.  One  comment  suggested  that  proposed  §  1.97(h) 
be  modified  to  state  that  information  not  considered  by  the 
Office  will  be  deemed  in  all  respects  to  have  not  been 
submitted  by  the  applicant  since  this  would  make  a  noncom- 
pliant  submission  clearly  not  a  fulfillment  of  the  duty  of 
candor. 

Reply:  The  suggestion  in  the  comment  is  not  adopted.  The 
Office  has  no  need  or  desire  to  rule  on  lack  of  fulfillment  of  the 
duty  of  candor  in  such  a  situation.  The  rules  are  drafted  such 
that  §  1.56  sets  forth  what  information  is  material  to  patent- 
ability and  §§  1.97  and  1.98  set  forth  procedures  to  assure 
consideration  of  information  by  the  Office. 

Comment  63.  One  comment  stated  the  Office  has  a  duty  to 
consider  information  even  if  this  involves  withdrawing  an 
apphcation  from  issue  or  publishing  a  cancellation  notice  and 
that  proposed  §  1.97(h)  should  be  changed  to  so  state.  Another 
comment  stated  that  it  would  be  an  abdication  of  the  duty  that 
the  Office  owes  to  the  public  for  information  in  the  file  to  be 
ignored  since  issuance  of  an  invalid  patent  can  be  used  to 
discourage  others  in  the  field.  The  comment  suggested  that  the 
Office  should  leave  in  doubt  whether  the  information  will  be 
considered  or  not. 

Reply:  It  is  necessary  for  the  Office  to  balance  its  need  and 
desire  to  consider  all  information  relevant  to  an  application 
with  its  need  for  an  efficient  operation  and  its  capability  to 
consider  information  at  various  stages  in  the  prosecution  of  an 
application.  The  Office  is  setting  forth  when  information  will 
and  will  not  be  considered  to  provide  certainty  for  the  public. 

Comment  64.  One  comment  requested  information  on  how  a 
United  States  patent  application  or  other  information  (§ 
1.98(a)(l)(iii))  should  be  listed  on  a  PTO  1449  form. 

Reply:  The  PTO  1449  has  been  drafted  so  as  to  provide  spaces 
for  listing  documents  which  are  available  to  the  public  and 
which  will  be  printed  on  the  patent  at  issuance.  Other  infor- 
mation should  be  listed  separately  from  the  PTO  1449  form. 

Comment  65.  One  corrmient  stated  that  §  1 .98(a)(2)(i)  should 
not  require  the  submission  by  applicants  of  United  States 
patents  listed  in  an  information  disclosure  statement  since  the 
Office  is  better  equipped  to  provide  examiners  with  copies  of 
those  documents  than  inventors  and  their  attorneys.  Alterna- 
tively, the  comment  suggested  that  the  Office  should  establish 
a  procedure  whereby  an  order  for  the  Office  to  provide  the 
copies  of  the  patents  at  the  usual  fee  can  accompany  the 
information  disclosure  statement. 

Reply:  At  the  present  time,  when  the  Automated  Patent  System 
has  not  been  fully  implemented,  the  overall  cost  of  the  Office 
obtaining  copies  of  patents  and  associating  them  with  applica- 
tion files  would  be  greater  than  for  applicants  to  provide  copies 
with  information  disclosure  statements.  Presumably,  the  appli- 
cant would  be  using  a  copy  of  the  patent  in  preparing  the 


statement  and  could  easily  make  a  copy  for  submission  to  the 
Office. 

Comment  66.  One  comment  suggested  that  §  1.98(a)(2)(iii),  as 
proposed,  be  clarified  by  substituting  "except  that  no  copy  of 
a  U.S.  patent  apphcation  need  be  included"  for  the  proposed 
phrase  "except  a  U.S.  patent  application."  Reply:  The  sug- 
gested clarification  to  the  language  of  the  rule  has  been 
adopted. 

Comment  67.  A  number  of  comments  objected  to  the  require- 
ment in  §  1.98(a)(3)  for  a  concise  explanation  of  the  relevance 
of  all  items  of  information  being  submitted. 

Reply:  In  response  to  the  comments,  §  1.98(a)(3)  has  been 
modified  to  require  a  concise  explanation  only  of  patents, 
publications  or  other  information  listed  in  an  information 
disclosure  statement  that  are  not  in  the  English  language. 
Applicants  may,  if  they  wish,  provide  concise  explanations  of 
why  English-language  information  is  being  submitted  and  how 
it  is  understood  to  be  relevant.  Concise  explanations  are 
helpful  to  the  Office,  particularly  where  documents  are  lengthy 
and  complex  and  applicant  is  aware  of  a  section  that  is  highly 
relevant  to  patentability. 

Comment  68.  Five  coirmients  stated  that  the  proposed  rules 
should  be  modified  to  state  that  if  iriformation  is  being 
submitted  from  a  foreign  search  report,  the  requirement  for  a 
concise  explanation  in  proposed  §  1.98(a)(3)  may  be  satisfied 
by  submitting  an  English-language  version  of  the  search 
report. 

Reply:  The  language  of  §  1.98(a)(3)  has  been  modified  so  that 
no  concise  explanation  is  required  for  information  submitted  in 
the  Enghsh  language.  The  concise  explanation  requirement  for 
non-EngUsh  language  information  may  be  met  by  the  submis- 
sion of  an  English  language  version  of  the  search  report 
indicating  the  degree  of  relevance  found  by  the  foreign  office. 
It  is  not  necessary  that  this  detail  be  included  in  the  rule. 

Comment  69.  Five  comments  questioned  whether  the  require- 
ment in  proposed§  1.98(a)(3)  would  be  satisfied  by  a  statement 
that  the  references  were  cited  in  the  prosecution  of  a  parent 
application. 

Reply:  The  requirement  in  §  1.98(a)(3)  for  a  concise  explana- 
tion of  non-English  language  information  would  not  be  satis- 
fied by  a  statement  that  a  reference  was  cited  in  the  prosecution 
of  a  parent  application.  The  concise  explanation  must  explain 
the  relevance  as  presently  understood  by  the  person  designated 
in  §  1.56(c)  most  knowledgeable  about  the  content  of  the 
information. 

Comment  70.  One  comment  suggested  that  proposed  § 
1.98(a)(3)  should  be  modified  to  require  a  concise  explanation 
of  "what  is  believed  to  be"  the  relevance  of  information  hsted 
to  avoid  the  accusation  of  violation  of  duty  of  disclosure 
merely  because  more  relevant  portions  of  the  information  are 
later  found.  Another  comment  suggested  that  the  concise 
explanation  should  state  what  is  "reasonably  understood  by  the 
person  submitting  the  statement."  Another  comment  stated  that 
the  applicant  should  be  required  to  explain  (1)  only  what  is 
understood  or  believed  about  the  item  of  information  at  the 
time  the  disclosure  is  made,  or  (2)  why  the  item  is  listed. 

Reply:  The  suggestions  in  the  comments  have  been  substan- 
tially adopted  in  modifying  the  language  of  §  1.98(a)(3). 

Comment  71.  One  comment  stated  that  proposed  §  1.98(b) 
should  not  require  the  date  (unless  material)  and  place  of 
publication  of  journal  articles  since  such  information  is  not 
given  on  search  reports  from  foreign  patent  offices  or  on 
journals  published  by  the  American  Chemical  Society,  which 
just  give  the  year.  Another  comment  indicated  that  sometimes 
it  is  not  clear  where  the  place  of  publication  is. 

Reply:  The  suggestions  in  the  comments  are  not  adopted.  The 
date  of  publication  is  necessary  for  the  Office  to  be  able  to 
determine  if  the  information  may  be  used  in  a  rejection  of  the 
claims  in  an  application.  The  place  of  publication  refers  to  the 
name  of  the  journal,  magazine  or  other  publication  in  which 
the  article  was  published,  which  should  be  available  in  the  vast 
majority  of  cases. 

Comment  72.  One  comment  suggested  that  §  1.98(c)  should 
not  require  a  translation  of  a  non-English  language  document 
to  be  filed  if  a  translation  is  within  the  possession,  custody  or 
control  of  an  individual  designated  in  §  1.56(c)  because  such 
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person  may  not  recall  that  there  is  a  translation  somewhere  in 
the  records  of  the  individual,  perhaps  having  been  made  for 
another  application  years  earlier. 

Reply:  The  requirement  of  the  rule  for  a  translation  to  be 
submitted  under  limited  conditions  is  not  a  change  in  practice. 
See  prior  §§  1.56{j)  and  1.97(b).  Since  the  requirement  has 
caused  little,  if  any,  problem  in  the  past,  the  suggestion  of  the 
comment  is  not  adopted. 

Comment  73.  One  comment  suggested  that  §  1.98(c)  should  be 
revised  to  make  it  clear  that  a  reference  that  is  essentially 
cumulative  to  another  reference  need  not  be  listed  in  an 
information  disclosure  statement.  Reply:  The  concept  that 
cumulative  information  is  not  material  is  set  forth  in  §  1.56(b). 
Section  1.98  does  not  deal  with  what  information  must  be 
submitted,  but  provides  an  exception  for  cumulative  informa- 
tion to  the  requirement  for  a  copy  to  be  submitted  of  each  item 
of  information  Usted  in  an  information  disclosure  statement. 

Comment  74.  One  comment  stated  that  a  sentence  in  the 
preamble  discussion  of  proposed  §  1.98(c)  was  burdensome 
because  it  would  require  submission  of  incomplete  or  inexact 
translations  which  may  have  been  made  of  an  item  of  infor- 
mation. The  sentence  in  question  reads: 

"But  if  the  individual  has  the  ability  to  translate  the 
non-English  language  into  English  and  has  done  so  for 
the  purposes  of  reviewing  the  information  relative  to 
the  claimed  invention,  the  translation  would  be  consid- 
ered 'readily  available.'" 

Another  comment  stated  that  proposed  §  1.98(c)  should  be 
modified  to  require  a  translation  if  the  non-English  language 
document  is  to  be  considered  by  the  examiner  since  the 
attorney  would  want  to  prepare  an  accurate  translation  of 
particularly  relevant  references.  One  comment  suggested  that  § 
1.98(c),  or  the  preamble  discussion,  should  make  it  clear  that 
an  English-  language  translation  of  a  foreign  language  material 
reference  need  not  be  submitted  where  an  individual  merely 
reads  in  the  reference  in  its  original  language  and  translates  it 
mentally  but  does  not  prepare  a  written  translation.  Five  other 
comments  requested  clarification  on  this  point. 

Reply:  The  Office  does  not  intend  to  require  translations  unless 
they  have  been  reduced  to  writing  and  are  actually  translations 
of  what  is  contained  in  the  non-English  language  information. 
Applicants  should  note,  however,  that  most  examiners  do  not 
have  the  ability  to  understand  information  which  is  not  in 
Enghsh  and  that  the  Office  will  not  routinely  translate  infor- 
mation submitted  in  a  non-English  language.  The  examiner 
will  consider  the  information  insofar  as  it  is  understood  on  its 
face,  e.g.,  drawings,  chemical  formulas,  English-language 
abstracts,  but  will  not  have  the  information  translated  unless  it 
appears  to  be  necessary  to  do  so.  Applicants  are  required  to  aid 
the  examiner  by  complying  with  the  requirements  for  a  concise 
explanation  in  §  1.98(a)(3)  for  information  submitted  in  a 
non-English  language. 

Comment  75.  One  comment  stated  that  §  1.98(d)  should  be 
clarified  to  state  that  a  copy  of  an  item  of  information  fisted  in 
an  information  disclosure  statement  need  not  be  submitted  if 
the  reference  was  cited  by  the  Office  or  previously  submitted  to 
the  Office  in  connection  with  a  prior  application. 

Reply:  The  suggestion  in  the  comment  is  adopted.  The  lan- 
guage of  §  1.98(d)  has  been  modified  to  state  that  a  copy  of  an 
item  of  information  is  not  required  if  it  was  previously  cited  by 
the  Office  or  previously  submitted  to  the  Office  in  a  prior 
application  being  relied  on  for  an  earlier  filing  date  under  35 
U.S.C.  120. 

Comment  76.  One  comment  suggested  that  proposed  §  1.98(d) 
should  be  revise  d  to  not  require  the  submission  of  a  copy  of 
the  information  listed  in  an  information  disclosure  statement  if 
a  copy  of  the  information  has  previously  been  submitted  to  the 
Office  in  a  prior  application,  whether  or  not  the  earlier 
application  is  being  relied  upon  for  an  earlier  filing  date  under 
35  U.S.C.  120. 

Reply:  The  suggestion  in  the  comment  is  not  adopted.  The 
exception  to  the  requirement  for  a  copy  of  each  item  of 
information  to  be  submitted  has  been  made  with  regard  to  prior 
applications  which  will  normally  be  available  to,  and  consid- 
ered by,  the  examiner.  It  would  not  be  efficient  for  the  examiner 
to  be  required  to  seek  out  unrelated  application  files  to  obtain 


a  copy  of  an  item  of  information  when  a  copy  could  easily  be 
submitted  by  applicant. 

Comment  77.  One  comment  questioned  what  would  be  con- 
sidered "timely"  under  §  1.291  so  that  information  would  be 
considered  by  the  examiner  without  payment  of  a  fee,  in 
contrast  to  proposed  §  1.97  which  may  require  a  fee. 

Reply:  Section  1.291  has  not  been  amended  to  redefine 
timeliness.  The  comment  seems  to  imply  that  the  fee  require- 
ments of  §  1.97  can  be  avoided  through  the  use  of  a  protest 
submitting  information,  but  such  a  course  of  action  might  raise 
questions  regarding  compliance  with  the  duty  of  candor  and 
good  faith  required  in  dealings  with  the  Office. 

Comment  78.  One  comment  stated  that  the  Office  should  not 
drop  the  acknowledgment  of  a  protest  having  been  filed  under 
§  1.291  in  a  reissue  application  because  the  acknowledgment 
served  as  an  indication  that  the  protest  had  been  received  in  the 
examining  group  from  the  mail  room. 

Reply:  The  suggestion  in  the  comment  is  not  adopted.  Any 
perceived  benefit  from  retaining  the  acknowledgment  is  out- 
weighed by  the  administrative  burden  it  causes.  There  is  no 
good  reason  to  treat  the  filing  of  protests  in  reissue  applications 
differently  from  the  filing  of  protests  in  original  applications  or 
from  the  filing  of  other  papers  in  the  Office. 

Comment  79.  One  comment  questioned  whether  an  appUcation 
could  be  withdrawn  from  issue  pursuant  to  proposed  § 
1.313(b)(5)  without  admitting  unpatentability. 

Reply:  There  is  no  requirement  that  unpatentability  must  be 
admitted  before  an  application  can  be  withdrawn  from  issue 
pursuant  to  §  1.313(b)(5).  The  rule  provides  for  applications  to 
be  withdrawn  from  issue  and  abandoned  for  consideration  of 
information  in  a  continuing  application.  This  differs  from  a 
petition  under  §  1.313(b)(3)  based  on  unpatentability  of  one  or 
more  claims. 

Comment  80.  One  comment  questioned  whether,  if  an  appli- 
cation is  withdrawn  from  issue  pursuant  to  proposed  § 
1.313(b)(5),  an  information  disclosure  statement  can  be  sub- 
mitted in  the  continuing  application  under  §  1.97(b)  without  a 
certification. 

Reply:  A  continuing  application  is  treated  like  any  other 
application  with  regard  to  the  times  set  forth  in  §  1.97(b).  Thus, 
for  example,  an  information  disclosure  statement  could  be  filed 
without  a  fee  or  certification  in  a  continuing  application  within 
three  months  of  the  filing  date  of  the  continuing  application. 

Comment  81.  One  cormnent  questioned  whether  an  application 
withdrawn  from  issue  pursuant  to  §  1.313(b)(5)  could  have 
new  art  and  amendments  considered  in  that  application  rather 
than  in  a  continuing  application.  The  cormnent  also  questioned 
the  handling  of  applications  withdrawn  from  issue  pursuant  to 
§  1.313(b)(3). 

Reply:  The  language  of  §  1.313(b)(5)  makes  it  clear  that  an 
application  withdrawn  from  issue  thereunder  is  to  be  aban- 
doned without  further  prosecution.  This  differs  from  an  appli- 
cation withdrawn  from  issue  pursuant  to  §  1.313(b)(3)  because 
applicant  had  admitted  the  unpatentability  of  one  or  more 
claims. 

Comment  82.  One  comment  questioned  whether  the  continuing 
application  mentioned  in  proposed  §  1.313(b)(5)  could  be  a  file 
wrapper  continuing  appfication  under  §  1.62  and  how  appli- 
cants can  accomplish  the  withdrawal  from  issue  under  pro- 
posed §  1.313(b)  late  in  the  prosecution  of  an  application. 

Reply:  The  continuing  application  mentioned  in  §  1.313(b)(5) 
can  be  a  file  wrapper  continuing  application  under  1.62.  Even 
though  §  1.62  requires  a  file  wrapper  continuing  applicafion  to 
be  filed  before  the  payment  of  the  issue  fee,  the  Office  will 
consider  the  filing  of  a  petition  to  withdraw  from  issue  under 
§  1.313(b)(5)  as  sufficient  grounds  to  waive  that  requirement  of 
§  1.62.  Late  in  the  prosecution  of  an  application,  the  Office  has 
difficulty  in  matching  papers  with  the  application  file.  Papers 
requesting  that  an  application  be  withdrawn  from  issue  after 
the  issue  fee  is  paid  should  be  directed,  or  preferably  hand- 
carried,  to  the  Office  of  Petitions  in  the  Office  of  the  Assistant 
Commissioner  for  Patents. 

Comment  83.  Seven  comments  suggested  that  §  1.555(a) 
should  not  be  amended  to  require  the  submission  of  "all 
information  material  to  patentabiUty"  since  a  reexamination 
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proceeding  is  limited  to  consideration  of  patents  and  printed 
publications. 

Reply:  The  suggestion  in  the  comments  has  been  adopted.  A 
paragraph  (b),  which  defines  what  information  is  material  to 
patentability  in  a  reexamination  proceeding,  has  been  added  to 
the  rule. 

Comment  84.  One  comment  suggested  that  proposed  § 
1.555(a)  should  be  modified  to  make  clear  that  there  is  no  duty 
of  disclosure  on  employees  of  a  corporate  patent  owner  if  the 
employees  are  not  substantively  involved  in  the  preparation  of 
the  reexamination  request  or  the  reexamination  proceeding. 

Reply:  The  suggestion  in  the  comment  to  modify  the  language 
in  §  1.555(a)  has  not  been  adopted.  The  rule  refers  to 
individuals  who  are  substantively  involved  on  behalf  of  the 
patent  owner  in  a  reexamination  proceeding. 

Comment  85.  Two  comments  stated  that  the  Office  should 
consider  fraud  or  other  inequitable  conduct  issues  in  interfer- 
ence proceedings. 

Reply:  The  suggestion  in  the  comments  has  been  adopted.  The 
Office  will  consider  inequitable  conduct  issues  in  interference 
proceedings  as  announced  on  November  19,  1991,  in  the 
Official  Gazette  of  the  Patent  and  Trademark  Office  at  1132 
Off.  Gaz.  Pat.  Off.  33. 

Comment  86.  One  comment  requested  more  examples  with 
regard  to  proposed  §  10.23(c)(10)  of  what  alteration  or 
combination  of  alterations  in  a  declaration  would  be  consid- 
ered material. 

Reply:  It  is  not  the  function  of  the  rules  or  the  rulemaking 
process  to  provide  a  detailed  listing  of  what  alterations  may  be 
considered  to  be  improper.  This  consideration  will  necessarily 
be  made  in  view  of  the  totality  of  the  circumstances  involved. 
Practitioners  would  be  well  advised  to  avoid  filing  applications 
which  contain  alterations  which  have  not  been  initialed  and 
dated. 

Comment  87.  Two  comments  stated  that  §  10.23(c)(10)  should 
be  amended  to  prohibit  knowingly  attempting  to  mislead  the 
Office  in  the  drafting  or  prosecution  of  a  patent  application. 
One  comment  stated  that  attempted  fraud  or  inequitable 
conduct  would  not  be  prohibited  by  proposed  10.23(c)(10) 
because  such  conduct  would  not  be  a  violation  of  proposed  §§ 
1.56  or  1.555. 

Reply:  No  amendment  is  necessary  to  the  language  of  § 
10.23(c)(10).  It  should  be  noted  that  the  duty  of  candor  and 
good  faith  in  dealing  with  the  Office  is  included  in  §§  1.56  and 
1.555.  This  duty  includes  a  prohibition  against  knowingly 
attempting  to  mislead  the  Office. 

Comment  88.  Five  comments  stated  that  it  would  be  unfair  to 
impose  the  new  disclosure  requirements  and  fees  on  applica- 
tions that  are  pending  before  the  Office  on  the  effective  date  of 
the  new  rule.  Another  comment  stated  that  the  rules  should  be 
immediately  effective  for  all  pending  applications  with  some 
grace  period  for  making  the  initial  disclosure  without  penalty 
and  without  fee. 

Reply:  The  Office  will  apply  the  new  rules  to  all  applications 
pending  on,  or  filed  on  or  after,  the  effective  date  of  the  rules. 
While  this  implementation  may  cause  some  burden  on  some 
applicants,  other  applicants  will  obtain  benefits  not  otherwise 
available.  This  decision  will  also  ease  the  administrative 
burden  on  the  Office  in  implementing  the  new  rules. 

Other  Considerations 

The  rule  change  is  in  conformity  with  the  requirements  of 
the  Regulatory  Flexibility  Act,  5  U.S.C.  601  et  seq..  Executive 
Orders  12291  and  12612,  and  the  Paperwork  Reduction  Act  of 
1980,  44  U.S.C.  3501  et  seq. 

The  General  Counsel  of  the  Department  of  Commerce  has 
certified  to  the  Small  Business  Administration  that  the  rule 
change  will  not  have  a  significant  adverse  economic  impact  on 
a  substantial  number  of  small  entities  (Regulatory  Flexibility 
Act,  5  U.S.C.  605(b))  because  the  rules  as  adopted  do  not 
require  individuals  to  submit  information  that  they  are  not 
already  aware  of  and  are  not  already  under  an  obligation  to 
provide  to  the  Office.  The  rules  further  promote  the  efficiency 
of  the  examination  process  by  encouraging  a  timely  submis- 
sion of  an  information  disclosure  statement  and  by  substan- 


tially eliminating  rejections  based  on  inequitable  conduct, 
thereby  reducing  the  costs  to  all  patent  applicants. 

The  Patent  and  Trademark  Office  has  determined  that  this 
rule  change  is  not  a  major  rule  under  Executive  Order  12291. 
The  annual  effect  on  the  economy  will  be  less  than  $100 
million.  There  will  be  no  major  increase  in  costs  or  prices  for 
consumers,  individual  industries.  Federal,  state  or  geographic 
regions.  There  will  be  no  significant  adverse  effects  on 
competition,  employment,  investment,  productivity  or  innova- 
tion, or  on  the  ability  of  the  United  States-based  enterprises  to 
compete  with  foreign-based  enterprises  in  domestic  or  export 
markets. 

The  Patent  and  Trademark  Office  has  also  determined  that 
this  rule  change  has  no  Federalism  implications  affecting  the 
relationship  between  the  National  Government  and  the  States 
as  outlined  in  Executive  Order  12612. 

This  rule  contains  a  collection  of  information  requirement 
subject  to  the  Paperwork  Reduction  Act,  which  has  previously 
been  approved  by  the  Office  of  Management  and  Budget  under 
Control  No.  0651-0011.  Each  information  disclosure  statement 
is  estimated  to  take  approximately  30  minutes,  including  time 
for  reviewing  instructions,  gathering  and  maintaining  data 
needed,  and  completing  and  reviewing  the  collection  of  infor- 
mation. The  time  estimate  has  been  reduced  from  that  stated  in 
the  proposal  since  the  requirement  for  a  concise  explanation  of 
the  relevance  of  each  item  of  information  cited  in  an  informa- 
tion disclosure  statement  has  been  limited  to  information 
submitted  in  a  language  other  than  English.  Send  comments 
regarding  this  burden  estimate  Patent  and  Trademark  Office, 
Office  of  Management  and  Organization,  and  to  the  Office  of 
Information  and  Regulatory  Affairs,  Office  of  Management  and 
Budget,  Washington,  D.C.  20503.  (Attention  Paper  Reduction 
Project  0651-0011) 

List  of  Subjects 

37  CFR  Part  1 

Administrative  practice  and  procedure.  Inventions  and  patents. 
Reporting  and  record  keeping  requirements.  Small  businesses. 

37  CFR  Part  10 

Administrative  practice  and  procedure.  Inventions  and  patents. 
Lawyers,  Reporting  and  record  keeping  requirements. 

For  the  reasons  set  forth  in  the  preamble,  37  CFR  Parts  1  and 
10  are  amended  as  follows: 

Part  1  -  Rules  of  Practice  in  Patent  Cases 

1.  The  authority  citation  for  Part  1  continues  to  read  as 
follows: 

Authority:  35  U.S.C.  6,  unless  otherwise  noted. 

2.  In  §  1.17,  paragraph(i)(l)  is  revised  and  paragraph  (p)  is 
added  to  read  as  follows: 

§  1.17  Patent  application  processing  fees. 

(i)(l)  For  filing  a  petition  to  the  Commissioner  under  a 
section  of  this  part  listed  below  which  refers  to  this  paragraph. 
130.00 

§1.12— for  access  to  an  assignment  record. 

§1.14— for  access  to  an  application. 

§1.53— to  accord  a  filing  date. 

§1.55-for  entry  of  late  priority  papers. 

§1.60— to  accord  a  filing  date. 

§1.62— to  accord  a  filing  date. 

§1.97(d)-to  consider  an  information  disclosure  statement. 

§1.103— to  suspend  action  in  application. 

§1.177— for  divisional  reissues  to  issue  separately. 

§1.312-for  amendment  after  payment  of  issue  fee. 
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§1.313-to  withdraw  an  application  from  issue. 

§1.314— to  defer  issuance  of  a  patent. 

§1.334--for  patent  to  issue  to  assignee,  assignment  recorded 
late. 

§1.666(b)-for  access  to  interference  settlement  agreement. 

***** 

(p)  For  submission  of  an  information  disclosure  statement 
under  §  1.97(c) $200.00 

3.  Section  1.28.  paragraph  (d)(2)  is  revised  to  read  as 
follows: 

§1.28  Effect  on  fees  of  failure  to  establish  status,  or  change 
status,  as  a  small  entity. 

(d)(1)  *  *  * 

(2)  Improperly  and  with  intent  to  deceive 

(i)  establishing  status  as  a  small  entity, 

or 

(ii)  paying  fees  as  a  small  entity  shall 

be  considered  as  a  fraud  practiced  or  attempted  on  the 

Office. 

4.  Section  1.51,  paragraph  (b)  is  revised  to  read  as  follows: 
§1.51  General  requisites  of  an  application. 

(b)  Applicants  are  encouraged  to  file  an  information  disclo- 
sure statement.  See  §§  1.97  and  1.98. 

5.  Section  1.52,  paragraph  (c)  is  revised  to  read  as  follows: 
§1.52  Language,  paper,  writing,  margins. 

(c)  Any  interlineation,  erasure,  cancellation  or  other  alter- 
ation of  the  application  papers  filed  should  be  made  before  the 
signing  of  any  accompanying  oath  or  declaration  pursuant  to  § 
1.63  referring  to  those  application  papers  and  should  be  dated 
and  initialed  or  signed  by  the  applicant  on  the  same  sheet  of 
paper.  Application  papers  containing  alterations  made  after  the 
signing  of  an  oath  or  declaration  referring  to  those  application 
papers  must  be  supported  by  a  supplemental  oath  or  declara- 
tion under  §  1.67(c).  After  the  signing  of  the  oath  or  declara- 
tion referring  to  the  application  papers,  amendments  may  be 
made  in  the  manner  provided  by  §§  1.121  and  1.123  through 
1.125. 


existing  claim.  The  duty  to  disclose  all  information  known  to 
be  material  to  patentability  is  deemed  to  be  satisfied  if  all 
infomiation  known  to  be  material  to  patentability  of  any  claim 
issued  in  a  patent  was  cited  by  the  Office  or  submitted  to  the 
Office  in  the  manner  prescribed  by  §§  1.97(b)-(d)  and  1.98. 
However,  no  patent  will  be  granted  on  an  application  in 
connection  with  which  fraud  on  the  Office  was  practiced  or 
attempted  or  the  duty  of  disclosure  was  violated  through  bad 
faith  or  intentional  misconduct.  The  Office  encourages  apph- 
cants  to  carefully  examine;  (1)  prior  art  cited  in  search  reports 
of  a  foreign  patent  office  in  a  counterpart  application,  and  (2) 
the  closest  information  over  which  individuals  associated  with 
the  filing  or  prosecution  of  a  patent  application  believe  any 
pending  claim  patentably  defines,  to  make  sure  that  any 
material  information  contained  therein  is  disclosed  to  the 
Office. 

(b)  Under  this  section,  information  is  material  to  patentabil- 
ity when  it  is  not  cumulative  to  information  already  of  record 
or  being  made  of  record  in  the  application,  and 

(1)  it  establishes,  by  itself  or  in  combination  with  other 
information,  a  prima  facie  case  of  unpatentability  of  a 
claim;  or 

(2)  it  refutes,  or  is  inconsistent  with,  a  position  the 
applicant  takes  in: 

(i)  opposing  an  argument  of  unpatentability  relied  on 
by  the  Office,  or 

(ii)  asserting  an  argument  of  patentability. 


A  prima  facie  case  of  unpatentability  is  established  when  the 
information  compels  a  conclusion  that  a  claim  is  unpatentable 
under  the  preponderance  of  evidence,  burden-of-proof  stan- 
dard, giving  each  term  in  the  claim  its  broadest  reasonable 
construction  consistent  with  the  specification,  and  before  any 
consideration  is  given  to  evidence  which  may  be  submitted  in 
an  attempt  to  establish  a  contrary  conclusion  of  patentability. 

(c)  Individuals  associated  with  the  filing  or  prosecution  of  a 
patent  application  within  the  meaning  of  this  section  are: 

(1)  each  inventor  named  in  the  appUcation; 

(2)  each  attorney  or  agent  who  prepares  or  prosecutes  the 
application;  and 

(3)  every  other  person  who  is  substantively  involved  in 
the  preparation  or  prosecution  of  the  application  and  who 
is  associated  with  the  inventor,  with  the  assignee  or  with 
anyone  to  whom  there  is  an  obligation  to  assign  the 
application. 

(d)  Individuals  other  than  the  attorney,  agent  or  inventor 
may  comply  with  this  section  by  disclosing  information  to  the 
attorney,  agent,  or  inventor. 


7.  Section  1 .63,  paragraphs  (b)(3)  and  (d)  are  revised  to  read 
as  follows: 


§1.63  Oath  or  declaration. 


6.  Section  1.56  is  revised  to  read  as  follows: 

§1.56  Duty  to  disclose  information  material  to  patentability. 

(a)  A  patent  by  its  very  nature  is  affected  with  a  pubhc 
interest.  The  public  interest  is  best  served,  and  the  most 
effective  patent  examination  occurs  when,  at  the  time  an 
application  is  being  examined,  the  Office  is  aware  of  and 
evaluates  the  teachings  of  all  information  material  to  patent- 
abihty.  Each  individual  associated  with  the  filing  and  prosecu- 
tion of  a  patent  application  has  a  duty  of  candor  and  good  faith 
in  dealing  with  the  Office,  which  includes  a  duty  to  disclose  to 
the  Office  all  information  known  to  that  individual  to  be 
material  to  patentability  as  defined  in  this  section.  The  duty  to 
disclose  information  exists  with  respect  to  each  pending  claim 
until  the  claim  is  cancelled  or  withdrawn  from  consideration, 
or  the  application  becomes  abandoned.  Information  material  to 
the  patentability  of  a  claim  that  is  cancelled  or  withdrawn  from 
consideration  need  not  be  submitted  if  the  information  is  not 
material  to  the  patentability  of  any  claim  remaining  under 
consideration  in  the  apphcation.  There  is  no  duty  to  submit 
information  which  is  not  material  to  the  patentability  of  any 


(b) 


*  *  * 


(3)  Acknowledges  the  duty  to  disclose  to  the  Office  all 
information  known  to  the  person  to  be  material  to  patentability 
as  defined  in  §1.56. 

(d)  In  any  continuation-in-part  application  filed  under  the 
conditions  specified  in  35  U.S.C.  120  which  discloses  and 
claims  subject  matter  in  addition  to  that  disclosed  in  the  prior 
copending  application,  the  oath  or  declaration  must  also  state 
that  the  person  making  the  oath  or  declaration  acknowledges 
the  duty  to  disclose  to  the  Office  all  information  known  to  the 
person  to  be  material  to  patentability  as  defined  in  §1.56, 
which  became  available  between  the  filing  date  of  the  prior 
application  and  the  national  or  PCT  international  filing  date  of 
the  continuation-in-part  application. 

8.  Section  1.67  is  amended  by  adding  a  new  paragraph  (c)  to 
read  as  follows: 
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§1.67  Supplemental  oath  or  declaration. 

(c)  A  supplemental  oath  or  declaration  meeting  the  require- 
ments of  §  1.63  must  also  be  filed  if  the  application  was  altered 
after  the  oath  or  declaration  was  signed  or  if  the  oath  or 
declaration  was  signed: 

(1)  in  blank; 

(2)  without  review  thereof  by  the  person  making  the  oath 
or  declaration;  or 

(3)  without  review  of  the  specification,  including  the 
claims,  as  required  by  §  1.63(b)(1). 

9.  Section  1.97  is  revised  to  read  as  follows: 

§  1 .97  Filing  of  information  disclosure  statement. 

(a)  In  order  to  have  information  considered  by  the  Office 
during  the  pendency  of  a  patent  application,  an  information 
disclosure  statement  in  compliance  with  §  1.98  should  be  filed 
in  accordance  with  this  section. 

(b)  An  information  disclosure  statement  shall  be  considered 
by  the  Office  if  filed: 

(1)  within  three  months  of  the  fihng  date  of  a  national 
application; 

(2)  within  three  months  of  the  date  of  entry  of  the  national 
stage  as  set  forth  in  §  1.491  in  an  international  applica- 
tion; or 

(3)  before  the  mailing  date  of  a  first  Office  action  on  the 
merits,  whichever  event  occurs  last. 

(c)  An  information  disclosure  statement  shall  be  considered 
by  the  Office  if  filed  after  the  period  specified  in  paragraph  (b) 
of  this  section,  but  before  the  mailing  date  of  either 

(1)  a  final  action  under  §  1.113  or 

(2)  a  notice  of  allowance  under  §  1.311,  whichever  occurs 
first,  provided  the  statement  is  accompanied  by  either  a 
certification  as  specified  in  paragraph  (e)  of  this  section  or 
the  fee  set  forth  in  §  1.1 7(p). 

(d)  An  information  disclosure  statement  shall  be  considered 
by  the  Office  if  filed  after  the  mailing  date  of  either 

( 1 )  a  final  action  under  §  1.113  or 

(2)  a  notice  of  allowance  under  §  1.311,  whichever  occurs 
first,  but  before  payment  of  the  issue  fee,  provided  the 
statement  is  accompanied  by: 

(i)  a  certification  as  specified  in  paragraph  (e)  of  this 
section, 

(ii)  a  petition  requesting  consideration  of  the  informa- 
tion disclosure  statement,  and 

(iii)  the  petition  fee  set  forth  in  §  1.17(i)(l). 

(e)  A  certification  under  this  section  must  state  either 

(1)  that  each  item  of  information  contained  in  the  infor- 
mation disclosure  statement  was  cited  in  a  communica- 
tion from  a  foreign  patent  oflfice  in  a  counterpart  foreign 
application  not  more  than  three  months  prior  to  the  filing 
of  the  statement,  or 

(2)  that  no  item  of  information  contained  in  the  informa- 
tion disclosure  statement  was  cited  in  a  communication 
from  a  foreign  patent  office  in  a  counterpart  foreign 
application  or,  to  the  knowledge  of  the  person  signing  the 
certification  after  making  reasonable  inquiry,  was  known 
to  any  individual  designated  in  §  1.56(c)  more  than  three 
months  prior  to  the  filing  of  the  statement. 

(f)  No  extensions  of  time  for  filing  an  information  disclosure 
statement  are  permitted  under  §  1.136.  If  a  bona  fide  attempt  is 
made  to  comply  with  §  1 .98,  but  part  of  the  required  content  is 
inadvertently  omitted,  additional  time  may  be  given  to  enable 
full  compliance. 

(g)  An  information  disclosure  statement  filed  in  accordance 
with  this  section  shall  not  be  construed  as  a  representation  that 
a  search  has  been  made. 


(h)  The  filing  of  an  information  disclosure  statement  shall 
not  be  construed  to  be  an  admission  that  the  information  cited 
in  the  statement  is,  or  is  considered  to  be.  material  to 
patentabihty  as  defined  in  §  1.56(b). 

(i)  Information  disclosure  statements,  filed  before  the  grant 
of  a  patent,  which  do  not  comply  with  this  section  and  §  1 .98 
will  be  placed  in  the  file,  but  will  not  be  considered  by  the 
Office. 

10.  Section  1.98  is  revised  to  read  as  follows: 

§  1 .98  Content  of  information  disclosure  statement. 

(a)  Any  information  disclosure  statement  filed  under  §  1.97 
shall  include: 

(1)  A  list  of  all  patents,  publications,  or  other  information 
submitted  for  consideration  by  the  Office; 

(2)  A  legible  copy  of: 

(i)  Each  U.S.  and  foreign  patent; 

(ii)  Each  publication  or  that  portion  which  caused  it  to 
be  Usted;  and 

(iii)  All  other  information  or  that  portion  which  caused 
it  to  be  listed,  except  that  no  copy  of  a  U.S.  patent 
application  need  be  included;  and 

(3)  A  concise  explanation  of  the  relevance,  as  it  is 
presently  understood  by  the  individual  designated  in  § 
1.56(c)  most  knowledgeable  about  the  content  of  the 
information,  of  each  patent,  publication,  or  other  infor- 
mation listed  that  is  not  in  the  English  language.  The 
concise  explanation  may  be  either  separate  from  the 
specification  or  incorporated  therein. 

(b)  Each  U.S.  patent  listed  in  an  information  disclosure 
statement  shall  be  identified  by  patentee,  patent  number  and 
issue  date.  Each  foreign  patent  or  pubhshed  foreign  patent 
application  shall  be  identified  by  the  country  or  patent  office 
which  issued  the  patent  or  published  the  application,  an 
appropriate  document  number,  and  the  publication  date  indi- 
cated on  the  patent  or  published  application.  Each  publication 
shall  be  identified  by  author  (if  any),  title,  relevant  pages  of  the 
publication,  date  and  place  of  publication. 

(c)  When  the  disclosures  of  two  or  more  patents  or  publi- 
cations listed  in  an  information  disclosure  statement  are 
substantively  cumulative,  a  copy  of  one  of  the  patents  or 
publications  may  be  submitted  without  copies  of  the  other 
patents  or  pubhcations  provided  that  a  statement  is  made  that 
these  other  patents  or  publications  are  cumulative.  If  a  written 
English-language  translation  of  a  non-English  language  docu- 
ment, or  portion  thereof,  is  within  the  possession,  custody  or 
control  of,  or  is  readily  available  to  any  individual  designated 
in  §  1.56(c),  a  copy  of  the  translation  shall  accompany  the 
statement. 

(d)  A  copy  of  any  patent,  publication  or  other  information 
listed  in  an  information  disclosure  statement  is  not  required  to 
be  provided  if  it  was  previously  cited  by  or  submitted  to  the 
Office  in  a  prior  application,  provided  that  the  prior  application 
is  properly  identified  in  the  statement  and  relied  upon  for  an 
earlier  filing  date  under  35  U.S.C.  120. 

11.  Section  1.99  is  removed  and  reserved. 


12.  Section  1.175,  paragraph  (a)(7),  is  revised  to  read  as 
follows: 


§  1.175  Reissue  oath  or  declaration. 


(a) 


*  *  * 


(7)  Acknowledging  the  duty  to  disclose  to  the  Office  all 
information  known  to  applicants  to  be  material  to  patent- 
ability as  defined  in  §  1.56. 


13.  Section  1.193(c)  is  removed  and  reserved. 
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§  1.193  Examiner's  Answer. 

14.  Section  1.291,  paragraphs  (a)  and  (c),  are  revised  to  read 
as  follows: 


§  1.291  Protests  by  the  public  against  pending  applications. 

(a)  Protests  by  a  member  of  the  public  against  pending 
applications  will  be  referred  to  the  examiner  having  charge  of 
the  subject  matter  involved.  A  protest  specifically  identifying 
the  application  to  which  the  protest  is  directed  will  be  entered 
in  the  application  file  if: 

(1)  the  protest  is  timely  submitted;  and 

(2)  the  protest  is  either  served  upon  the  applicant  in 
accordance  with  §  1.248,  or  filed  with  the  Office  in 
dupUcate  in  the  event  service  is  not  possible. 

Protests  raising  fraud  or  other  inequitable  conduct  issues 
will  be  entered  in  the  application  file,  generally  without 
comment  on  those  issues.  Protests  which  do  not  ad- 
equately identify  a  pending  patent  application  will  be 
disposed  of  and  will  not  be  considered  by  the  Office. 

***** 

(c)  A  member  of  the  public  fifing  a  protest  in  an  application 
under  paragraph  (a)  of  this  section  will  not  receive  any 
communications  from  the  Office  relating  to  the  protest,  other 
than  the  return  of  a  self-addressed  postcard  which  the  member 
of  the  public  may  include  with  the  protest  in  order  to  receive 
an  acknowledgment  by  the  Office  that  the  protest  has  been 
received.  The  Office  may  communicate  with  the  applicant 
regarding  any  protest  and  may  require  the  applicant  to  respond 
to  specific  questions  raised  by  the  protest.  In  the  absence  of  a 
request  by  the  Office,  an  applicant  has  no  duty  to,  and  need  not, 
respond  to  a  protest.  The  limited  involvement  of  the  member  of 
the  public  filing  a  protest  pursuant  to  paragraph  (a)  of  this 
section  ends  with  the  filing  of  the  protest,  and  no  further 
submission  on  behalf  of  the  protestor  will  be  considered  unless 
such  submission  raises  new  issues  which  could  not  have  been 
earlier  presented. 

15.  Section  1.313,  paragraph  (b),  is  revised  to  read  as 
follows: 


§  1.313  Withdrawal  from  issue. 

(b)  When  the  issue  fee  has  been  paid,  the  application  will  not 
be  withdrawn  from  issue  for  any  reason  except: 

(1)  a  mistake  on  the  part  of  the  Office; 

(2)  a  violation  of  §  1.56  or  illegality  in  the  application; 

(3)  unpatentability  of  one  or  more  claims; 

(4)  for  interference;  or 

(5)  for  abandonment  to  permit  consideration  of  an  infor- 
mation disclosure  statement  under  §  1 .97  in  a  continuing 
application. 

16.  Section  1.555  is  revised  to  read  as  follows: 


§  1.555  Information  material  to  patentability  in  reexamination 
proceedings. 

(a)  A  patent  by  its  very  nature  is  affected  with  a  pubhc 
interest.  The  public  interest  is  best  served,  and  the  most 
effective  reexamination  occurs  when,  at  the  time  a  reexamina- 
tion proceeding  is  being  conducted,  the  Office  is  aware  of  and 
evaluates  the  teachings  of  all  information  material  to  patent- 
ability in  a  reexamination  proceeding.  Each  individual  associ- 
ated with  the  patent  owner  in  a  reexamination  proceeding  has 
a  duty  of  candor  and  good  faith  in  deahng  with  the  Office, 
which  includes  a  duty  to  disclose  to  the  Office  all  information 
known  to  that  individual  to  be  material  to  patentability  in  a 
reexamination  proceeding.  The  individuals  who  have  a  duty  to 
disclose  to  the  Office  all  information  known  to  them  to  be 
material  to  patentability  in  a  reexamination  proceeding  are  the 
patent  owner,  each  attorney  or  agent  who  represents  the  patent 
owner,  and  every  other  individual  who  is  substantively  in- 


volved on  behalf  of  the  patent  owner  in  a  reexamination 
proceeding.  The  duty  to  disclose  the  information  exists  with 
respect  to  each  claim  pending  in  the  reexamination  proceeding 
until  the  claim  is  cancelled.  Information  material  to  the 
patentability  of  a  cancelled  claim  need  no  be  submitted  if  the 
information  is  not  material  to  patentability  of  any  claim 
remaining  under  consideration  in  the  reexamination  proceed- 
ing. The  duty  to  disclose  all  information  known  to  be  material 
to  patentabihty  in  a  reexamination  proceeding  is  deemed  to  be 
satisfied  if  all  information  known  to  be  material  to  patentability 
of  any  claim  in  the  patent  after  issuance  of  the  reexamination 
certificate  was  cited  by  the  Office  or  submitted  to  the  Office  in 
an  information  disclosure  statement.  However,  the  duties  of 
candor,  good  faith,  and  disclosure  have  not  been  complied  with 
if  any  fraud  on  the  Office  was  practiced  or  attempted  or  the 
duty  of  disclosure  was  violated  through  bad  faith  or  intentional 
misconduct  by,  or  on  behalf  of,  the  patent  owner  in  the 
reexamination  proceeding.  Any  information  disclosure  state- 
ment must  be  filed  with  the  items  listed  in  §  1.98  as  applied  to 
individuals  associated  with  the  patent  owner  in  a  reexamina- 
tion proceeding,  and  should  be  filed  within  two  months  of  the 
date  of  the  order  for  reexamination,  or  as  soon  thereafter  as 
possible. 

(b)  Under  this  section,  information  is  material  to  patentabil- 
ity in  a  reexamination  proceeding  when  it  is  not  cumulative  to 
information  of  record  or  being  made  of  record  in  the  reexami- 
nation proceeding,  and 

(1)  it  is  a  patent  or  printed  publication  that  establishes,  by 
itself  or  in  combination  with  other  patents  or  printed 
publications,  a  prima  facie  case  of  unpatentability  of  a 
claim;  or 

(2)  it  refutes,  or  is  inconsistent  with,  a  position  the  patent 
owner  takes  in: 

(i)  opposing  an  argument  of  unpatentability  relied  on 
by  the  Office,  or 

(ii)  asserting  an  argument  of  patentability. 

A  prima  facie  case  of  unpatentability  of  a  claim  pending  in 
a  reexamination  proceeding  is  established  when  the  informa- 
tion compels  a  conclusion  that  a  claim  is  unpatentable  under 
the  preponderance  of  evidence,  burden-of-proof  standard, 
giving  each  term  in  the  claim  its  broadest  reasonable  construc- 
tion consistent  with  the  specification,  and  before  any  consid- 
eration is  given  to  evidence  which  may  be  submitted  in  an 
attempt  to  establish  a  contrary  conclusion  of  patentability. 

(c)  The  responsibility  for  compliance  with  this  section  rests 
upon  the  individuals  designated  in  paragraph  (a)  of  this  section 
and  no  evaluation  will  be  made  by  the  Office  in  the  reexami- 
nation proceeding  as  to  compfiance  with  this  section.  If 
questions  of  compliance  with  this  section  are  discovered 
during  a  reexamination  proceeding,  they  will  be  noted  as 
unresolved  questions  in  accordance  with  §  1.552(c). 

Part  10  -  Representation  of  Others  Before  the  Patent  and 
Trademark  Office 

17.  The  authority  citation  for  Part  10  continues  to  read  as 
follows: 


Authority:  5  U.S.C.  500;  15  U.S.C.  1123;  35  U.S.C.  6,  31,  32, 

41. 

18.   Section    10.23,   paragraphs   (c)(10)   and   (c)(ll),   are 
revised  to  read  as  follows: 


§  10.23  Misconduct. 


(c) 


*  *  * 


(10)  Knowingly  violating  or  causing  to  be  violated  the 
requirements  of  §  1.56  or  §  1.555  of  this  subchapter. 
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(11)  Knowingly  filing  or  causing  to  be  filed  an  application 
containing  any  material  alteration  made  in  the  application 
papers  after  the  signing  of  the  accompanying  oath  or 
declaration  without  identifying  the  alteration  at  the  time 
of  filing  the  application  papers. 


for  the  principle  that  "foreign  patent  agents  or  attorneys  were 
not  clients  of  U.S.  patent  attorney."  The  PTO  expects  practi- 
tioners to  know  the  identities  of  their  clients  and  to  take 
reasonable  steps  to  avoid  foreseeable  prejudice  to  the  rights  of 
their  clients. 


Jan  9,  1992 


HARRY  F.  MANBECK,  Jr. 

Assistant  Secretary  and  Commissioner 
of  Patents  and  Trademarks 

[1135  OG  13] 


(186)  Responsibilities  of  Practitioners  Representing 
Clients  in  Proceedings  Before 
The  Patent  and  Trademark  OflBce 

This  notice  is  intended  to  remind  practitioners  of  certain 
aspects  of  their  responsibilities  in  representing  clients  in 
proceedings  before  the  Office.  The  Notice  is  also  intended  to 
supplement  the  discussion  set  forth  in  the  Official  Gazette 
Notice  pubhshed  at  1086  Official  Gazette  457  (Jan.  12,  1988) 
entitled  "Practitioner's  Responsibility  to  Avoid  Prejudice  to  the 
Rights  of  a  Client/Patent  Applicant"  and  to  amplify  and 
supersede  the  Helpful  Hint  published  at  1084  Official  Gazette 
34  (Nov.  24,  1987)  titled  "Correspondence  Address  and/or  Fee 
Address  of  Maintenance  Fees." 

Part  10  of  title  37,  Code  of  Federal  Regulations,  sets  forth 
the  Patent  and  Trademark  Office  (PTO)  Code  of  Professional 
Responsibility.  Each  attorney  or  agent  who  practices  before  the 
PTO  is  subject  to  the  rules  set  forth  in  Part  10  and  should 
carefully  study  the  rules  promulgation  originally  published  at 
50  Federal  Register  5158  (Feb.  6,  1985)  and  at  1052  Official 
Gazette  4  (Mar.  5,  1985)  and  reproduced  as  item  number  172 
in  the  Consolidated  Listing  of  Official  Gazette  Notices,  pub- 
hshed at  1086  Trademark  Official  Gazette  3  (Jan.  5,  1988). 

Practitioner's  Client 

During  the  promulgation  of  Part  10,  37  CFR,  several 
individuals  suggested  that  "it  may  be  difficult  to  determine  the 
identity  of  the  'client'  .  .  .,  particularly  in  corporate  patent 
departments."  The  response  to  that  suggestion  was  that  "[t]he 
PTO  will  presume  that  practitioners  know  the  identities  of  their 
clients  .  .  ."  50  Federal  Register  5163  (Feb.  6,  1985);  1086 
Trademark  Official  Gazette  356  (Jan.  5,  1988).  For  example,  in 
a  patent  application,  practitioner's  client  is  ordinarily  the 
inventor  who  gives  practitioner  a  power  of  attorney  to  pros- 
ecute the  application  (37  CFR  1.31).  A  practitioner  may 
represent  only  the  assignee  of  the  entire  interest  in  a  patent 
application  if  the  assignee  has  filed  a  power  of  attorney  and  the 
assignee  is  conducting  the  prosecution  of  the  application  to  the 
exclusion  of  the  inventor.  (37  CFR  1.32). 

In  the  promulgation  of  Part  10,  37  CFR,  a  commenter  raised 
a  question  of  who  is  the  client  when  an  application  is  filed  on 
behalf  of  an  individual,  but  the  individual's  assignee  pays 
practitioner's  bill.  The  question  was  answered  in  the  following 
manner: 

"Practitioners  are  expected  to  know  the  identities  of 
their  clients.  If  a  practitioner  is  hired  by  a  corporation 
and  wishes  to  make  that  fact  plain  on  the  record  of  a 
patent  application,  the  practitioner  may  file  an  assign- 
ment and  a  power  of  attorney  signed  by  the  assignee.  If 
a  dispute  should  then  occur  between  the  individual  and 
the  assignee,  the  record  would  be  clear  that  the  assignee 
is  the  client."  50  Federal  Register  5164  (Feb.  6,  1985); 
1086  Trademark  Official  Gazette  357  (Jan.  5,  1988). 

In  some  instances,  practitioners  deal  with  a  corporate  liaison 
or  foreign  agent.  Such  arrangements  do  not  automatically 
change  the  person  whom  practitioner  represents,  e.g.,  the 
inventor  or  trademark  owner.  The  fact  that  a  U.S.  practitioner 
receives  instructions  from  the  inventor  or  trademark  owner 
through  a  foreign  attorney  or  agent  does  not  change  the  fact 
that  the  client  is  still  the  inventor  or  trademark  owner  rather 
than  the  foreign  attorney  or  agent.  See  Strojirenstvi  v.  Toyoda, 
2  USPQ  2nd  1222  (Comm'r  Pat.  1986),  which  at  1223  cited 
Yetter  Manufacturing  Co.  v.  Hiniker  Co.,  213  USPQ  119,  120 
(D.  Minn.  1981)  for  the  principle  that  "when  attorney  served  as 
local  counsel  for  a  law  firm  representing  Hiniker  Co.,  the 
attorney  represented  Hiniker  and  not  the  law  firm"  and  also 
cited  Toulmin  v.  Becker,  105  USPQ  511  (Ohio  Ct.  App.  1954) 


Obtaining  Instructions   Through   Persons   Other  Than   The 
Client 

In  practice,  it  is  common  for  instructions  relating  to  the 
application  of  an  inventor  or  trademark  owner,  who  is  the 
client  of  the  U.S.  practitioner,  to  be  passed  to  the  U.S. 
practitioner  through  intermediaries,  such  as  corporate  liaisons 
or  foreign  agents.  Clearly,  a  client  may  choose  to  use  a 
corporate  liaison  or  a  foreign  agent  to  convey  instructions,  etc., 
to  a  practitioner.  In  such  an  arrangement,  the  practitioner  may 
rely  upon  instructions  of,  and  accept  compensation  from,  the 
corporate  liaison  or  the  foreign  agent  as  to  the  action  to  be 
taken  in  a  proceeding  before  the  Office  so  long  as  the 
practitioner  is  aware  that  the  client  has  consented  to  have 
instructions  conveyed  through  the  liaison  or  agent.  See  37  CFR 
10.68(a)  and  (b).  An  agreement  between  the  client  and  the 
liaison  or  agent  establishes  an  agency  relationship  between  the 
liaison  or  agent  and  the  client  such  that  the  U.S.  practitioner 
can  rely  upon  the  liaison  or  agent  as  the  representative  of  the 
client  for  the  purpose  of  communicating  the  client's  instruc- 
tions about  the  proceeding  to  the  U.S.  practitioner.  The  PTO 
will  assume  that  the  client  has  an  agreement  with  the  liaison  or 
agent  to  be  represented  by  the  liaison  or  agent.  It  is  the 
responsibility  of  the  client  to  notify  the  practi  tioner  that  the 
agency  relationship  between  the  client  and  the  liaison  or  agent 
has  ceased  to  exist  and  that  instructions  from  the  liaison  or 
agent  should  no  longer  be  accepted. 

A  practitioner  could  secure  evidence  that  such  an  agreement 
exists  by  having  a  patent  or  trademark  applicant  sign  a 
statement  to  that  effect  at  the  same  time  that  the  power  of 
attorney  is  executed.  For  example,  the  following  language 
could  be  inserted  in  an  oath,  declaration,  or  power  of  attorney 
form: 

"The  undersigned  hereby  authorizes  the  U.S.  attorney 
or  agent  named  herein  to  accept  and  follow  instructions 
from  as  to  any  action  to  be  taken  in  the  Patent  and 
Trademark  Office  regarding  this  application  without 
direct  communication  between  the  U.S.  attorney  or 
agent  and  the  undersigned.  In  the  event  of  a  change  in 
the  persons  from  whom  instructions  may  be  taken,  the 
U.S.  attorney  or  agent  named  herein  will  be  so  notified 
by  the  undersigned." 

Without  an  agency  relationship  between  the  liaison  or  agent 
and  the  client,  a  practitioner  would  be  bound  by  37  CFR 
]  0.68(b)  to  "not  permit  a  person  who  recommends,  employs, 
or  pays  the  practitioner  to  render  legal  services  for  another,  to 
direct  or  regulate  the  practitioner's  professional  judgment  in 
rendering  such  legal  services." 

Practitioner's  Responsibility  to  a  Client  After  the  Client's 
Patent  Issues  or  Trademark  is  Registered 

The  Office  has  received  inquiries  from  practitioners  as  to 
their  responsibilites  to  a  client  (patent  or  trademark  applicant) 
after  the  client's  patent  was  issued  or  trademark  has  been 
registered.  In  response  thereto,  it  is  pointed  out  that  a  power  of 
attorney  given  during  prosecution  of  a  patent  or  trademark 
apphcation  is  considered  to  be  viable  after  the  patent  is  issued 
or  the  trademark  is  registered.  See  50  Federal  Register  5164 
(Feb.  6,  1985);  1086  Trademark  Official  Gazette  357  (Jan.  5, 
1988).  While  the  Office  considers  such  a  power  of  attorney  to 
be  viable  for  purposes  of  the  practitioner  taking  actions  in 
proceedings  before  the  Office  if  practitioner  and  the  client  so 
desire,  the  existence  of  the  power  of  attorney  to  file  and/or 
prosecute  the  application  through  issuance  of  the  patent  or 
registration  of  the  trademark  does  not  establish  whether 
practitioner  has  a  responsibility,  and  a  dutaffirmatively  in  a 
proceeding  before  the  Office  on  behalf  of  the  client  after  the 
patent  issues  or  the  trademark  is  registered. 

Practitioner's  responsibility  to  take  affirmative  action  in  a 
proceeding  before  the  Office  after  the  patent  issues  or  the 
trademark  is  registered  depends  upon  whether  practitioner  still 
has  a  practitioner-client  relationship  with  the  client  which  has 
continued  after  the  patent  issued  or  trademark  is  registered. 


March  2,  2004 


U.S.  PATENT  AND  TRADEMARK  OFFICE 
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The  mere  existence  of  the  power  of  attorney  to  file  and/or 
prosecute  the  application  through  issuance  of  the  patent  or 
registration  of  the  trademark  would  not  estabUsh  such  a 
practitioner  client  relationship  in  the  absence  of  other  facts 
establishing  such  a  relationship  since  the  purpose  for  which  the 
power  of  attorney  was  originally  given  has  been  accomplished. 

Practitioner's  Responsibility  to  a  Former  Client 

While  practitioner  may  no  longer  have  a  practitioner-chent 
relationship  with  a  chent  and  therefore  has  no  duty  to  represent 
the  chent  in  a  proceeding  before  the  Ofi&ce,  a  practitioner 
nevertheless  has  certain  obligations  to  a  former  client.  These 
obhgations  are  placed  upon  practitioner  by  the  Office  rules  and 
are  necessary  for  the  proper  conduct  of  proceedings  before  the 
Office.  Under  37  CFR  10.23(c)(8),  practitioners  have  a  duty  to 
inform  a  chent  or  former  chent  or  timely  notify  the  Office  of  an 
inability  to  notify  a  client  or  former  client  of  certain  corre- 
spondence received  from  the  Office  and  also  from  the  client's 
or  former  client's  opponent  in  an  inter  partes  proceeding 
before  the  Office.  Practitioners  have  an  obligation  whether  the 
chent  is  a  present  client  or  a  former  client.  Included  among  the 
items  of  correspondence  of  which  practitioners  have  the 
obhgation  to  inform  clients  or  former  clients  are  notices 
regarding  maintenance  fees,  reexamination  proceedings,  and 
institution  of  inter  partes  patent  and  trademark  proceedings. 

Address  to  Which  Correspondence  is  Sent  Regarding  Patent 
Maintenance  Fees  and  Reexamination  Proceedings 

Under  37  CFR  1.33(d),  a  "correspondence  address"  or  a 
change  thereto  may  be  filed  with  the  Office  during  the 
enforceable  life  of  a  patent.  This  "correspondence  address" 
will  be  used  in  any  correspondence  relating  to  maintenance 
fees  unless  a  separate  "fee  address"  has  been  specified  solely 
for  maintenance  fee  purposes  as  provided  by  37  CFR  1.363. 
Practitioners  who  do  not  wish  to  receive  correspondence 
relating  to  maintenance  fees  must  change  the  correspondence 
address  in  the  patented  file  or  provide  the  PTO  with  a  fee 
address  to  which  the  correspondence  should  be  sent.  It  is  not 
required  that  a  practitioner  file  a  request  for  permission  to 
withdraw  pursuant  to  37  CFR  1.36  solely  for  the  purpose  of 
changing  the  correspondence  address  in  a  patent  even  through 
a  withdrawal  of  a  practitioner  would  change  the  correspon- 
dence address. 

Since  37  CFR  1.33(c)  specifies  that  all  notices,  official 
letters  and  other  communications  for  the  patent  owner  or 
owners  in  a  reexamination  proceeding  will  be  directed  to  the 
attorney  or  agent  of  record  in  the  patent  file,  a  request  for 
permission  to  withdraw  pursuant  to  37  CFR  1.36  must  be  filed 
in  the  patent  if  the  attorney  or  agent  of  record  does  not  desire 
to  receive  correspondence  relating  to  reexamination.  For  in- 
formation on  requests  to  withdraw,  see  the  discussion  in  the 
Jan.  12,  1988  Official  Gazette  Notice  cited  above. 

Contact  Points  For  Information 

If  a  practitioner  has  questions  about  the  conduct  of,  or 
requirements  relating  to  a  particular  proceeding  before  the 
Office,  those  questions  should  be  directed  to  the  particular  area 
of  the  Office  responsible  for  the  proceeding.  If  practitioners 
have  questions  about  their  responsibilities  to  their  clients,  those 
questions  should  be  directed  to  the  Office  of  Enrollment  and 
Discipline.  The  telephone  number  of  that  Office  is  (703) 
557-2012. 

May  25,  1988  DONALD  J.  QUIGG 

Assistant  Secretary  and  Commissioner 

of  Patents  and  Trademarks. 
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Practitioner's  Responsibility  to  Avoid 

Prejudice  to  the  Rights  of  a 

Client/Patent  Applicant 


Under  37  CFR  Part  10,  a  practitioner  is  responsible  for 
taking  reasonable  steps  to  avoid  foreseeable  prejudice  to  the 
rights  of  a  client/patent  applicant.  This  responsibility  exists  in 
all  circumstances  including  those  where  the  practitioner  is 
operating  through  a  corporate  liaison  or  foreign  agent  and  has 
no  direct  contact  with  the  client/patent  applicant,  who  in  most 
cases  is  the  one  being  represented. 

This  notice  is  intended  to  clarify  the  appropriate  course  of 
action  for  a  practitioner  to  follow  when  the  practitioner  is 
operating  through  such  a  corporate  liaison  or  foreign  agent.  In 
such  arrangements,  the  registered  practitioner  may  rely  upon 
the  advice  of  the  corporate  liaison  or  the  client/patent  appli- 
cant's foreign  agent  as  to  the  action  to  be  taken  so  long  as  the 
practitioner  is  aware  that  the  client/patent  applicant  has  con- 
sented after  full  disclosure  to  be  represented  by  the  liaison  or 
agent.  It  will  be  assumed  by  the  Patent  and  Trademark  Office 
that  the  client/patent  applicant  has  an  agreement  with  the 
liaison  or  agent,  arrived  at  after  full  disclosure,  to  be  repre- 
sented by  the  liaison  or  agent.  Registered  practitioners,  if  they 
wish,  however,  may  maintain  a  copy  of  the  agreement  in  this 
regard  between  the  client/patent  applicant  and  the  liaison  or 
agent  in  practitioner's  file  of  the  application  or  other  proceed- 
ing before  the  Office.  If  there  is,  in  fact,  no  such  agreement 
between  the  client/patent  apphcant  and  the  liaison  or  agent,  the 
registered  practitioner  must  communicate  to  the  client/patent 
applicant. 

In  circumstances  where  the  practitioner  is  aware  that  there  is 
an  agreement  between  the  client/patent  applicant  and  the 
liaison  or  agent,  the  practitioner  may  fully  rely  upon  the  advice 
of  the  liaison  or  agent  as  to  the  wishes  of  the  client/patent 
applicant.  For  example,  if  the  registered  practitioner  is  in- 
structed by  the  client/patent  applicant's  liaison  or  agent  to 
allow  an  application  to  go  abandoned  rather  than  to  respond  to 
an  Office  action  within  a  set  period  for  response,  the  practitio- 
ner may  properly  do  so  without  any  further  notice  to  the 
client/patent  applicant. 

It  is  assumed  that  withdrawal  from  employment  by  a 
practitioner  will  remain  a  relatively  rare  occurrence,  particu- 
larly in  view  of  this  clarification.  This  notice  should  not  be 
taken  to  require  or  encourage  withdrawal.  If  a  practitioner 
should  decide  to  withdraw,  however,  the  practitioner  must  take 
reasonable  steps  to  avoid  foreseeable  prejudice  to  the  rights  of 
the  client/patent  applicant  including  allowing  time  for  employ- 
ment of  another  practitioner  (37  CFR  10.40).  Therefore,  at 
least  thirty  days  would  be  required  between  the  date  of 
approval  by  the  Office  of  the  withdrawal  and  the  later  of  the 
expiration  date  of  the  response  period  or  the  expiration  date  of 
the  period  which  can  be  obtained  by  a  petition  for  extension  of 
time  and  fee  under  37  CFR  1.136(a).  This  is  necessary  so  that 
the  client/patent  applicant  would  have  sufficient  time  to  obtain 
other  representation  or  to  take  other  action.  If  a  period  has  been 
set  for  response  and  the  period  may  be  extended  without  a 
showing  of  cause  pursuant  to  37  CFR  1.136(a)  by  filing  a 
petition  for  extension  of  time  and  fee.  the  practitioner  will  not 
be  required  to  seek  such  extension  of  time  for  withdrawal  to  be 
approved.  In  such  a  situation,  however,  withdrawal  will  not  be 
approved  unless  at  least  thirty  days  would  remain  between  the 
date  of  approval  and  the  last  date  on  which  such  a  petition  for 
extension  of  time  and  fee  could  properly  be  filed. 


Dec.  10,  1987 


DONALD  J.  QUIGG, 

Assistant  Secretary-  and 

Commissioner  of  Patents 

and  Trademarks. 
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Patent  Cooperation  Treaty  (PCX)  Update 
Accession  by  Namibia 


The  United  States  Patent  and  Trademark  Office  received  notification  from  the  World  Intellectual  Property  Organization  (WIPO) 
that  Namibia  deposited  its  instrument  of  accession  to  the  PCT  on  October  1,  2003.  Namibia  will  become  a  Contracting  State  of 
the  PCT  on  January  1,  2004.  Consequently,  nationals  and  residents  of  Namibia  are  entitled  to  file  international  applications  under 
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the  PCT  on  and  after  January  1,  2004.  and  from  the  same  date  any  international  applications  filed  will  automatically  include  the 
designation  of  Namibia  (country  code;  NA).  If  a  demand  is  filed  m  respect  of  any  international  application  filed  on  or  after  January 
1.  2004,  Namibia  will  automatically  be  elected. 

Listing  of  PCT  Member  Countries 


Date  of  Deposit 

Entr>  into 

Countr\' 

Instalment 

of  Instrument 

Force ' 

(1)  Central  African  Republic" 

Accession 

15  September  1971 

24  January  1978 

(2)  Senegal' 

Ratification 

08  March  1972 

24  Januar)'  1978 

(3)  Madagascar 

Ratification 

27  March  1974 

24  Januar>  1978 

(4)  Malawi' 

Accession 

16  Mav  1972 

24  January  1978 

(5)  Cameroon^ 

Accession 

15  March  1973 

24  January  1978 

(6)  Chad' 

Accession 

12  Februar\'  1974 

24  January  1978 

(7)  Togo" 

Ratification 

28  Januarv  1975 

24  January  1978 

(8)  Gabon' 

Accession 

06  March  1975 

24  January  1978 

(9)  United  States  of  America 

Ratification 

26  November  1975 

24  January  1978 

(10)  Germany'' 

Ratification 

19  Julv  1976 

24  Januar>'  1978 

(11)  Congo'' 

Accession 

08  August  1977 

24  January  1978 

(12)  Switzerland^ 

Ratification 

14  September  1977 

24  Januar)  1978 

(13)  United  Kingdom^ 

Ratification 

24  October  1977 

24  January  1978 

(14)  France' 

Ratification 

25  November  1977 

25  Febi-uary  1978 

(15)  Russian  Federation^' 

Ratification 

29  December  1977 

29  March  1978 

(16)  Brazil 

Ratification 

09  Januar>  1978 

09  April  1978 

(17)  Luxembourg^ 

Ratification 

31  Januarv  1978 

30  April  1978 

(18)  Sweden' 

Ratification 

17  February  1978 

17  May  1978 

(19)  Japan 

Ratification 

01  July  1978 

01  October  1978 

(20)  Denmark^ 

Ratification 

01  September  1978 

01  December  1978 

(21)  Austria^ 

Ratification 

23  Januar>  1979 

23  April  1979 

(22)  Monaco-' 

Ratification 

22  March  1979 

22  June  1979 

(23)  Netherlands^ 

Ratification 

10  April  1979 

10  July  1979 

(24)  Romania 

Ratification 

23  April  1979 

23  July  1979 

(25)  Norway 

Ratification 

01  October  1979 

01  January  1980 

(26)  Liechtenstein^ 

Accession 

19  December  1979 

19  March  1980 

(27)  Australia 

Accession 

31  December  1979 

31  March  1980 

(28)  Hungary 

Ratification 

27  March  1980 

27  June  1980 

(29)  Democratic  People's 

Accession 

08  April  1980 

08  July  1980 

Republic  of 

Korea  (North  Korea) 

(30)  Finland 

Ratification 

01  July  1980 

01  October  1980 

(31)  Belgium' 

Ratification 

14  September  1981 

14  December  1981 

(32)  Sri  Lanka 

Accession 

26  November  1981 

26  February  1982 

(33)  Mauritania' 

Accession 

13  January  1983 

13  April  1983 

(34)  Sudan'' 

Accession 

16  January  1984 

16  Apnl  1984 

(35)  Bulgaria 

Accession 

21  February  1984 

21  May  1984 

(36)  Republic  of  Korea 

Accession 

10  May  1984 

10  August  1984 

(South  Korea) 

(37)  Mali' 

Accession 

19  July  1984 

19  October  1984 

(38)  Barbados 

Accession 

12  December  1984 

12  March  1985 

(39)  Italy' 

Ratification 

28  December  1984 

28  March  1985 

(40)  Benin' 

Accession 

26  November  1986 

26  February  1987 

(41)  Burkina  Faso' 

Accession 

21  December  1988 

21  March  1989 

(42)  Spain' 

Accession 

16  August  1989 

16  No\  ember  1989 

(43)  Canada 

Ratification 

02  October  1989 

02  January  1990 

(44)  Greece' 

Accession 

09  July  1990 

09  October  1990 

(45)  Poland 

Accession 

25  September  1990 

25  December  1990 

(46)  Cote  dTvoire' 

Ratification 

31  Januaiy  1991 

30  April  1991 

(47)  Guinea' 

Accession 

27  February  1991 

27  Ma>  1991 

(48)  Mongolia 

Accession 

27  February  1991 

27  May  1991 

(49)  Czech  Republic 

Declaration"* 

18  December  1992 

01  January  1993 

(50)  Ireland' 

Ratification 

01  May  1992 

01  August  1992 

(51)  Portugal' 

Accession 

24  August  1992 

24  November  1992 

(52)  New  Zealand 

Accession 

01  September  1992 

01  December  1992 

(53)  Ukraine 

Declaration"* 

21  September  1992 

25  December  1991 

(54)  Viet  Nam 

Accession 

10  December  1992 

10  Maich  1993 

(55)  Slovakia 

Declaration"* 

30  December  1992 

01  January  1993 

(56)  Niger' 

Accession 

21  December  1992 

21  March  1993 

(57)  Kazakstan^ 

Declaration"* 

16  February  1993 

25  December  1991 

(58)  Belarus^ 

Declaration"* 

14  April  1993 

25  December  1991 

(59)  Latvia 

Accession 

07  June  1993 

07  September  1993 

(60)  Uzbekistan 

Declaration'* 

18  August  1993 

25  December  1991 

(61)  China 

Accession 

01  October  1993 

01  January  1994 

(62)  Slovenia 

Accession 

01  December  1993 

01  March  1994 

(63)  Trinidad  and  Tobago 

Accession 

10  December  1993 

10  March  1994 

(64)  Georgia 

Declaration"* 

18  January  1994 

25  December  1991 

(65)  Kyrgyzstan^ 

Declaration"* 

14  FebRiary  1994 

25  December  1991 

(66)  Republic  of  Moldova^ 

Declaration"* 

14  February  1994 

:s  December  1991 

(67)  Tajikistan^ 

Declaration* 

14  February  1994 

25  December  1991 

(68)  Kenya' 

Accession 

08  March  1994 

08  June  1994 

(69)  Lithuania 

Accession 

05  Apnl  1994 

05  Julv  1994 

(70)  Armenia'' 

Declaration^ 

17  May  1994 

25  December  1991 

(71)  Estonia 

Accession 

24  May  1994 

24  August  1994 

(72)  Liberia 

Accession 

27  May  1994 

27  August  1994 

March  2,  2004 
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Date  of  Deposit 

Entry  into 

Country 

Instrument 

of  Instrument 

Force' 

(73)  Swaziland'' 

Accession 

20  June  1994 

20  September  1994 

(74)  Mexico 

Accession 

01  October  1994 

01  January  1995 

(75)  Uganda-'^ 

Accession 

09  November  1994 

09  February  1995 

(76)  Singapore 

Accession 

23  November  1994 

23  February  1995 

(77)  Iceland 

Accession 

23  December  1994 

23  March  1995 

(78)  Turkmenistan^' 

Declaration'* 

01  March  1995 

25  December  1991 

(79)  The  former  Yugoslav 

Accession 

10  May  1995 

10  August  1995 

Republic  of  Macedonia 

(80)  Albania 

Accession 

04  July  1995 

04  October  1995 

(81)  Lesotho-^ 

Accession 

21  July  1995 

21  October  1995 

(82)  Azerbaijan^ 

Accession 

25  September  1995 

25  December  1995 

(83)  Turkey 

Accession 

01  October  1995 

01  January  1996 

(84)  Israel 

Ratification 

01  March  1996 

01  June  1996 

(85)  Cuba 

Accession 

16  April  1996 

16  July  1996 

(86)  Saint  Lucia 

Accession 

30  May  1996 

30  August  1996 

(87)  Bosnia  andHerzegovina 

Accession 

07  June  1996 

07  September  1996 

(88)  Federal  Republic  of 
Yugoslavia 

Ratification 

01  November  1996 

01  February  1997 

(89)  Ghana^ 

Accession 

26  November  1996 

26  February  1997 

(90)  Zimbabwe^ 

Accession 

11  March  1997 

11  June  1997 

(91)  Sierra  Leone 

Accession 

17  March  1997 

17  June  1997 

(92)  Indonesia 

Accession 

05  June  1997 

05  September  1997 

(93)  Gambia-^ 

Accession 

09  September  1997 

09  December  1997 

(94)  Guinea-Bissau" 

Accession 

12  September  1997 

12  December  1997 

(95)  Cyprus^ 

Accession 

01  January  1998 

01  April  1998 

(96)  Croatia 

Accession 

01  April  1998 

01  July  1998 

(97)  Grenada 

Accession 

22  June  1998 

22  September  1998 

(98)  India 

Accession 

07  September  1998 

07  December  1998 

(99)  United  Arab  Emirates 

Accession 

10  December  1998 

10  March  1999 

(100)  South  Africa 

Accession 

16  December  1998 

16  March  1999 

(101)  Costa  Rica 

Accession 

03  May  1999 

03  August  1999 

(102)  Dominica 

Accession 

07  May  1999 

07  August  1999 

(103)  United  Republic  of 

Accession 

14  June  1999 

14  September  1999 

Tanzania-^ 

(104)  Morrocco 

Accession 

08  July  1999 

08  October  1999 

(105)  Algeria 

Ratification 

08  December  1999 

08  March  2000 

(106)  Antigua  and 

Accession 

17  December  1999 

17  March  2000 

Barbuda 

(107)  Mozambique^ 

Accession 

18  February  2000 

18  May  2000 

(108)  Belize 

Accession 

17  March  2000 

17  June  2000 

(109)  Colombia 

Accession 

29  November  2000 

28  February  2001 

(110)  Ecuador 

Accession 

07  February  2001 

07  May  2001 

(111)  Equatorial  Guinea^ 

Accession 

17  April  2001 

17  July  2001 

(112)  Philippines 

Accession 

17  May  2001 

17  August  2001 

(113)  Oman 

Accession 

26  July  2001 

26  October  2001 

(114)  Zambia^ 

Accession 

15  August  2001 

15  November  2001 

(115)  Tunisia 

Accession 

10  September  2001 

10  December  2001 

(116)  Saint  Vincent  and 

Accession 

06  May  2002 

06  August  2002 

Grenadines 

(117)  Seychelles 

Accession 

07  August  2002 

07  November  2002 

(118)  Nicaragua 

Accession 

06  December  2002 

06  March  2003 

(119)  Papua  New  Guinea 

Accession 

14  March  2003 

14  June  2003 

(120)  Syrian  Arab  Republic 

Accession 

26  March  2003 

26  June  2003 

(121)  Egypt 

Ratification 

06  June  2003 

06  September  2003 

(122)  Botswana"* 

Accession 

30  July  2003 

30  October  2003 

(123)  Namibia 

Accession 

01  October  2003 

01  January  2004 

'  Although  the  PCT  entered  into  force  on  January  24,  1978,  the  Assembly  of  the  PCT  Union  fixed  June  1,  1978,  as  the  date 
from  which  international  applications  could  be  filed  and  demands  for  international  preliminary  examination  could  be  submitted. 

^  Member  of  African  Intellectual  Property  Organization  (OAPI)  regional  patent  system. 

^  Member  of  European  Patent  Convention  (EPC)  regional  patent  system. 

'^  Declaration  of  continued  application. 

^  Member  of  African  Regional  Industrial  Property  Organization  (ARIPO)  regional  patent  system. 

^  Member  of  Eurasian  Patent  Organization  (EAPO)  regional  patent  system. 

^  The  Federal  Republic  of  Yugoslavia  is  comprised  of  the  Republics  of  Serbia  and  Montenegro.  The  World  Intellectual  Property 
Organization  has  utilized  the  two-letter  code  "YU"  to  refer  to  the  Federal  Republic  of  Yugoslavia  becoming  a  party  to  the  Patent 
Cooperation  Treaty.  The  United  States  understands  that  the  scope  of  the  territory  covered  by  the  designation  encompasses  only 
the  Republics  of  Serbia  and  Montenegro. 


November  20,  2003 


JAMES  E.  ROGAN 

Under  Secretary  of  Commerce  for 

Intellectual  Property  and  Director  of  the 

United  States  Patent  and  Trademark  Office 
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( 1 89)  DEPARTMENT  OF  COMMERCE 

Patent  and  Trademark  Office 

37  CFR  Part  1 

[Docket  No.:  2003-P-021] 

RIN  0651-AB61 

January  2004  Revision  of 
Patent  Cooperation  Treaty  Application  Procedure 

AGENCY:  United  States  Patent  and  Trademark  Office, 
Commerce. 

ACTION:  Notice  of  proposed  rulemaking. 

SUMMARY:  The  United  States  Patent  and  Trademark  Office 
(Office)  is  proposing  to  amend  the  rules  of  practice  to  conform 
them  to  certain  amendments  made  to  the  Regulations  under  the 
Patent  Cooperation  Treaty  (PCT)  that  will  take  effect  on 
January  1 ,  2004.  These  amendments  will  result  in  the  addition 
of  a  written  opinion  in  PCT  chapter  I,  as  well  as  a  simplifica- 
tion of  PCT  designations  and  the  PCT  fee  structure.  In 
addition,  the  Office  is  proposing  to  adjust  the  transmittal, 
search,  and  international  preliminary  examination  fees  for 
international  applications  filed  under  the  PCT  to  be  more 
closely  aligned  with  the  actual  average  costs  of  processing  a 
PCT  application  and  conducting  a  PCT  search  and  interna- 
tional preliminary  examination  under  the  new  process. 

Comment  Deadline  Date:  To  be  ensured  of  consideration, 
written  comments  must  be  received  on  or  before  June  30, 
2003.  No  public  hearing  will  be  held. 

ADDRESSES:  Comments  should  be  sent  by  electronic  mail 
message  via  the  Internet  addressed  to 

AB61.Comments@uspto.gov.  Comments  may  also  be  submit- 
ted by  mail  addressed  to:  Mail  Stop  Comments-Patents, 
Commissioner  for  Patents,  PO  Box  1450,  Alexandria,  VA, 
22313-1450,  or  by  facsimile  to  (703)  308-6459,  marked  to  the 
attention  of  Mr.  Richard  Cole.  Although  comments  may  be 
submitted  by  mail  or  facsimile,  the  Office  prefers  to  receive 
comments  via  the  Internet.  If  comments  are  submitted  by  mail, 
the  Office  would  appreciate  the  comments  to  be  electronically 
filed  on  a  DOS  formatted  3  1/2  inch  disk  with  a  paper  copy  of 
the  comments. 

The  comments  will  be  available  for  public  inspection  at  the 
Office  of  the  Commissioner  for  Patents,  located  in  Crystal  Park 
2,  Suite  910,  2121  Crystal  Drive,  Arlington,  Virginia,  and  will 
be  available  through  anonymous  file  transfer  protocol  (ftp)  via 
the  Internet  (address:  http://www.uspto.gov).  Since  comments 
will  be  made  available  for  public  inspection,  information  that 
is  not  desired  to  be  made  public,  such  as  an  address  or  phone 
number,  should  not  be  included  in  the  comments. 

FOR  FURTHER  INFORMATION  CONTACT:  Richard  R. 
Cole,  Legal  Examiner,  Office  of  PCT  Legal  Administration 
(OPCTLA)  directly  by  telephone  at  (703)  305-6639,  or  by 
facsimile  at  (703)  308-6459. 

SUPPLEMENTARY  INFORMATION:  During  the  Septem 
ber-October  2002  meeting  of  the  Governing  Bodies  of  the 
World  Intellectual  Property  Organization  (WIPO),  the  PCT 
Assembly  adopted  various  amendments  to  the  Regulations 
under  the  PCT  that  enter  into  force  on  January  1,  2004.  The 
amended  PCT  Regulations  were  published  in  the  PCT  Gazette 
of  December  5,  2002  (49/  2002),  in  section  IV,  at  pages 
25004-25061.  The  purposes  of  these  amendments  are  to:  (1) 
Improve  coordination  of  international  search  (chapter  I  of  the 
PCT)  and  international  preliminary  examination  (chapter  II  of 
the  PCT)  through  the  provision  of  an  enhanced  international 
search  and  preliminary  examination  system;  (2)  simplify  the 
PCT  by  changing  the  concept  and  operation  of  the  designation 
system  and  the  fee  system;  and  (3)  simplify  signature  and  other 
filing  requirements. 

Enhanced  International  Search  and  Preliminary  Examina- 
tion System:  Under  the  enhanced  international  search  and 
preliminary  examination  system,  the  written  opinion  currently 
established  during  the  chapter  II  procedure  by  the  International 
Preliminary  Examining  Authority  (IPEA)  has  been  added  to 
the  chapter  I  procedure.  Accordingly,  the  International  Search- 
ing Authority  (ISA)  will  be  responsible  for  establishing  a 
preliminary  and  non-binding  written  opinion  on  whether  the 
claimed  invention  appears  to  be  novel,  to  involve  an  inventive 
step  and  to  be  industrially  applicable.  In  the  event  that  a 


Demand  for  international  preliminary  examination  is  timely 
filed  by  applicant  without  a  PCT  Article  34  amendment,  the 
written  opinion  of  the  ISA  will  become  the  written  opinion  of 
the  IPEA.  If  a  Demand  is  not  timely  filed,  the  written  opinion 
of  the  ISA  will  form  the  basis  for  the  issuance,  by  the 
International  Bureau  (IB)  on  behalf  of  the  ISA,  of  an  "Inter- 
national Preliminary  Report  on  PatentabiUty  (chapter  I  of  the 
Patent  Cooperation  Treaty)"  ("IPRP"),  which  will  be  commu- 
nicated to  all  designated  Offices  and  made  available  for  public 
inspection  after  the  expiration  of  30  months  from  the  priority 
date. 

This  revised  system  will  result  in  a  shght  increase  in  the 
workload  on  the  ISA,  but  should  result  in  a  substantial 
decrease  in  the  workload  on  the  IPEA.  In  addition,  smaller 
Offices  will  benefit  by  the  availability  of  an  international 
preliminary  report  on  patentabiUty  equivalent  to  the  chapter  11 
international  preliminary  examination  report  (i.e.,  the  IPRP) 
even  if  no  Demand  has  been  filed. 

Under  the  revised  system,  the  time  limit  for  filing  a  Demand 
for  international  preliminary  examination  has  changed.  Spe- 
cifically, the  Demand  must  be  filed  within  the  later  of:  (1) 
Three  months  from  issuance  of  the  international  search  report 
and  the  written  opinion  of  the  ISA  (or,  if  a  search  cannot  be 
made,  of  the  declaration  under  Article  17.2(a));  or  (2)  22 
months  from  the  priority  date.  See  PCT  rule  54bis.l(a).  Any 
Demand  made  after  the  expiration  of  this  time  limit  will  be 
considered  as  if  it  had  not  been  submitted.  See  PCT  rule 
54bis.l(b).  Any  arguments  or  amendments  in  response  to  the 
written  opinion  of  the  ISA  must  be  submitted  within  the  time 
limit  for  filing  the  Demand  to  ensure  consideration  by  the 
IPEA.  It  is  noted  that  applicants  may  still  desire  to  file  the 
Demand  prior  to  the  expiration  of  19  months  of  the  priority 
date  in  order  to  delay  entry  into  the  national  stage  for  those  few 
remaining  Contracting  States  that  have  taken  a  reservation  to 
the  30-month  time  limit  in  Article  22(1). 

As  in  current  PCT  chapter  II  procedures,  the  IPEA  will  still 
establish  an  international  preliminary  examination  report, 
though  the  report  will  now  bear  the  title  "International  Pre- 
liminary Report  on  Patentability  (Chapter  II  of  the  Patent 
Cooperation  Treaty)."  This  report  will  be  established  within 
the  applicable  time  limit  under  PCT  rule  69  (usually  within  28 
months  from  the  priority  date). 

Under  the  revised  system,  payment  of  the  international 
preliminary  examination  fee  and  handling  fee  is  not  required 
until  the  later  of  one  month  from  the  filing  of  the  Demand  or 
22  months  from  the  priority  date.  See  PCT  rules  57.3(a)  and 
58.1(b).  However,  where  the  IPEA  and  the  ISA  are  the  same 
and  the  IPEA  wishes  to  start  examination  at  the  same  time  as 
the  international  search,  the  IPEA  may  require  that  the  exami- 
nation and  handling  fees  be  paid  within  one  month  of  an 
invitation  by  the  IPEA  to  pay  such  fees.  See  PCT  rule  57.3(c). 

Automatic  Indication  of  AH  Designations  Possible  under  the 
PCT;  Relaxed  Signature  and  other  Filing  Requirements;  Sim- 
plified Fee  System:  Under  the  amendments  to  the  Regulations 
of  the  PCT,  upon  filing  an  international  application,  apphcant 
will  obtain  automatic  and  all-  inclusive  coverage  of  all 
designations  available  under  the  PCT,  including  all  kinds  of 
protection  as  well  as  both  national  and  regional  patent  protec- 
tion. See  PCT  rule  4.9.  Similarly,  the  mere  filing  of  a  Demand 
will  constitute  the  election  of  all  designated  States.  See  PCT 
rule  53.7.  Thus,  applicants  need  not,  at  the  time  of  filing  the 
international  application,  specifically  designate  individual 
Contracting  States,  or  choose  certain  kinds  of  protection  or 
indicate  expressly  whether  national  or  regional  protection  is 
sought.  Such  matters  will  be  resolved  in  the  national  phase. 

This  automatic  and  all-inclusive  designation  system  over- 
comes a  current  pitfall  for  applicants  who  have  inadvertently 
omitted  specific  designations  upon  filing  the  international 
application  and  such  designations  were  not,  or  could  not  be, 
timely  confirmed  under  PCT  rule  4.9(c).  For  example,  if  the 
original  international  application  papers  did  not  contain  at  least 
one  designation,  an  international  filing  date  could  not  be 
accorded  as  of  the  initial  receipt  date  of  the  application  papers. 
See  PCT  Article  ll(l)(iii)(b).  Furthermore,  even  in  those 
applications  containing  at  least  one  designation,  PCT  rule 
4.9(b)  required  that  any  additional  States  and/or  additional 
kinds  of  protection  be  confirmed  by  the  submission  of  a  written 
notice,  accompanied  by  payment  of  the  appropriate  confirma- 
tion fee,  within  a  relatively  short  time  period  (i.e.,  15  months 
from  the  priority  date).  This  time  period  was  frequently 
overlooked  by  applicants.  Under  the  new  system  of  automatic 
designations/elections,  the  current  procedures  for  precaution- 
ary designations  and  later  elections  become  unnecessary  and 
have  been  eliminated  from  the  PCT  Rules.  This  will  reduce  the 
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workload  on  the  PCT  Receiving  Office  (RO)  and  IPEA  by 
eliminating  processing  of  precautionary  designations  and  later 
elections,  as  well  as  petitions  relating  to  omitted  designations. 

As  a  further  benefit  of  the  automatic  designation  system  is 
the  simplification  of  the  PCT  fee  system.  Under  the  current 
PCT  fee  structure,  both  a  "basic"  fee  and  a  "designation"  fee 
are  required.  Moreover,  these  fees  are  due  at  different  times  in 
different  amounts  depending  on  when  they  are  paid.  Under  the 
new  system,  these  fees  have  been  eliminated  in  favor  of  a 
single  international  filing  fee  (comprised  of  two  fee  compo- 
nents, a  first  fee  component  for  up  to  30  sheets  of  paper  and  a 
second  fee  component  for  sheets  of  paper  in  excess  of  30)  due 
at  one  time. 

As  a  consequence  of  the  automatic  designation  system, 
applicant/  inventors  will  have  to  be  named  in  the  international 
application.  To  alleviate  hardships  with  regard  to  obtaining 
signatures  of  all  the  applicants  named  on  the  Request,  PCT  rule 
26  has  been  amended  to  provide  that,  for  purposes  of  Article 
14(a)(i),  the  international  application  will  be  considered  as 
signed  in  accordance  with  the  PCT  Regulations  if  the  Request 
has  been  signed  by  at  least  one  apphcant.  See  PCT  rule 
26.2bis(a).  In  addition,  if  there  is  more  than  one  applicant,  PCT 
rule  26.2bis(b)  provides  that,  for  purposes  of  PCT  Article 
14(l)(a)(ii),  it  is  sufficient  that  the  identifying  information  (i.e., 
address,  residence  and  nationahty)  be  provided  for  only  one 
applicant  who  is  entitled  under  PCT  rule  19.1  to  file  the 
international  application  with  the  RO.  This  means  that  for 
purposes  of  filing  an  international  application  with  the  United 
States  Receiving  Office  (RO/  US)  as  the  competent  RO,  this 
information  must  be  provided  with  respect  to  at  least  one 
applicant  who  is  a  citizen  or  resident  of  the  United  States. 
Notwithstanding  the  amendments  to  PCT  rule  26,  a  designated/ 
elected  Office  may  still  require  appUcants  to  furnish,  during  the 
national  stage,  confirmation  of  the  international  application  by 
the  signature  of  any  apphcant  who  has  not  signed  the  Request 
and  any  missing  identifying  information.  See  PCT  rule 
51bis.l(a). 

PCT  rule  90.4  has  been  revised  to  permit  the  RO,  ISA,  or 
IPEA  to  waive  the  requirement  for  a  power  of  attorney,  except 
in  instances  of  applicant  initiated  withdrawals  under  PCT  rule 
90bis. 

Discussion  of  Specific  Rules 

Title  37  of  the  Code  of  Federal  Regulations,  part  1,  is 
proposed  to  be  amended  as  follows: 

Section  1.14:  Section  1.14(i)(l)(ii)  is  proposed  to  be  amended 
to  exclude  members  of  the  public  from  obtaining  a  copy  of  the 
written  opinion  of  the  United  States  International  Searching 
Authority  (ISA/US)  until  the  expiration  of  thirty  months  from 
the  priority  date  of  the  international  application.  Under  PCT 
rule  44ter.l  (as  amended),  the  ISA  is  not  permitted  to  allow 
access  to  the  written  opinion  of  the  ISA  before  the  expiration 
of  30  months  from  the  priority  date  unless  authorized  by  the 
applicant. 

Section  1.413:  Section  1.413(c)  is  proposed  to  be  amended  to 
reflect  the  additional  major  function  of  the  ISA/US  of  prepar- 
ing and  transmitting  written  opinions. 


Section  1.421(d)  is  proposed  to  be  amended  to  reflect  the 
change  to  PCT  rule  90.4(d)  permitting  the  RO  to  waive  the 
requirement  for  a  separate  power  of  attorney. 

Section  1.421(f)  is  proposed  to  be  amended  to  clarify  that 
for  purposes  of  requests  under  PCT  rule  92bis  to  effect  a 
change  in  an  indication  concerning  the  applicant,  agent  or 
common  representative,  such  requests  may  be  required  to  be 
signed  by  all  applicants. 

Section  1.421(g)  is  proposed  to  be  amended  to  remove  the 
text  of  PCT  rule  92bis  as  unnecessary  and  to  clarify  that  for 
purposes  of  withdrawals  under  PCT  rule  90bis  of  the  interna- 
tional application,  designations,  priority  claim.  Demand  or 
elections,  the  request  for  withdrawal  must  be  signed  by  all 
applicants.  Furthermore,  where  the  request  for  withdrawal  is 
signed  by  an  attorney,  agent,  or  common  representative,  a 
power  of  attorney  from  the  applicants  appointing  that  attorney, 
agent  or  common  representative  will  be  required.  This  pro- 
posed clarification  is  consistent  with  PCT  rule  90.4(e)  (as 
amended),  which  prohibits  the  RO,  ISA,  IPEA,  and  IB  from 
waiving  the  separate  power  of  attorney  requirement  in  cases  of 
withdrawals  under  rule  90bis.  An  exception  to  this  signature 
requirement  is  made  in  cases  where  an  inventor  cannot  be 
found  or  reached  after  diligent  effort.  See  PCT  rule  90bis.5(b). 

Section  1.424:  This  section  is  proposed  to  be  removed.  The 
requirement  in  1.424  regarding  the  naming  of  joint  inventors  in 
international  applications  will  be  moved  to  §  1.421(b).  The 
further  requirement  relating  to  signature  requirements  of  joint 
inventors,  including  reference  to  §  1.425,  will  no  longer  be 
applicable  (see  discussion  of  §  1.421(b)). 

Section  1.425:  This  section  is  proposed  to  be  removed  (see 
discussion  of  §  1.421(b)). 

Section  1.431:  Section  1.431(b)(3)  is  proposed  to  be  amended 
to  remove  reference  to  1.424,  which  is  proposed  to  be 
removed.  Sections  1.431(c)  and  (d)  are  proposed  to  be 
amended  to  reflect  the  new  fee  structure  applicable  to  interna- 
tional applications  under  revised  PCT  rule  15.  Specifically,  the 
international  "basic  fee"  and  "designation  fee"  have  been 
combined  into  a  single  "international  filing  fee."  In  addition, 
the  late  payment  fee  provision  of  §  1.431(c)(1)  is  proposed  to 
be  amended  as  a  consequence  of  this  new  fee  structure, 
consistent  with  amended  PCT  rule  16bis.2. 

Section  1.432:  Section  1 .432  is  amended  to  reflect  the  change 
to  PCT  rule  4.9,  which  provides  that  the  filing  of  the  request 
shall  constitute:  ( 1 )  The  designation  of  all  Contracting  States 
that  are  bound  by  the  PCT  on  the  international  filing  date;  (2) 
an  indication  that  for  those  States  for  which  PCT  Articles  43  or 
44  apply,  the  fifing  of  the  request  constitutes  an  indication  for 
the  grant  of  every  kind  of  protection  which  is  available  by  way 
of  the  designation  of  that  State;  and  (3)  an  indication  that  the 
international  application  is,  for  those  States  to  which  PCT 
Article  45(1)  applies,  for  the  grant  of  a  regional  patent  and 
also,  unless  PCT  Article  45(2)  applies,  national  patent.  As  a 
consequence  of  the  "automatic"  designation  system  provided 
under  revised  PCT  rule  4.9,  the  procedure  under  former  PCT 
rule  4.9(b)  and  (c)  regarding  confirmation  of  precautionary 
designations  has  been  eliminated  from  that  rule,  and  therefore, 
is  proposed  to  be  removed  from  §  1.432. 


Section  1.421:  Section  1.421(b)  is  proposed  to  be  amended  to 
remove  reference  to  §  1.425,  which  will  be  removed.  Under 
PCT  rule  26.2bis(a)  (as  amended),  the  international  application 
wiU  be  considered  to  satisfy  the  signature  requirement  for 
purposes  of  PCT  Article  14(l)(a)(i)  if  the  request  is  signed  by 
at  least  one  applicant  (except  that  all  of  the  applicants' 
signamres  will  still  be  required  for  withdrawals,  see  discussion 
of  §  1.421(g)).  Accordingly,  the  current  requirement  in  §  1.425 
that  the  failure  of  an  inventor  to  sign  the  request  in  an 
international  application  designating  the  United  States  will 
only  be  excused  where  the  inventor  could  not  be  found  or 
reached  after  diligent  effort  or  refused  to  sign  the  request  will 
no  longer  be  applicable.  Section  1.421(b)  is  also  proposed  to 
be  amended  to  include  the  requirement  of  §  1.424  that  joint 
inventors  must  jointly  apply  for  an  international  application. 
Section  1.424  is  proposed  to  be  removed  (see  discussion  of  § 
1.424). 

Section  1.421(c)  is  proposed  to  be  amended  as  a  conse- 
quence of  the  change  to  PCT  rule  4.9,  as  the  United  States  will 
always  be  designated  upon  fifing  of  an  international  appfica- 
tion. 


Section  1.434:  Section  1 .434(d)  is  proposed  to  be  amended  to 
remove  the  requirement  that  international  applications  desig- 
nating the  United  States  must  include  the  address  and  the 
signature  of  the  inventor  except  as  provided  by  §§  1.421(d), 
1.422,  1.423  and  1.425.  Under  PCT  rule  26.2bis  (as  amended), 
if  there  is  more  than  one  applicant,  it  is  sufficient  that  the 
request  is  signed  by  only  one  of  them,  and  that  the  address  is 
provided  with  respect  to  one  of  the  applicants  who  is  entitled, 
in  accordance  with  rule  19.1,  to  file  the  international  applica- 
tion with  the  RO.  Section  1.434(d)(3)  is  also  proposed  to  be 
redesignated  as  new  §  1 .434(e)  for  clarity. 

Section  1.445:  Section  1.445(a)(1)  is  proposed  to  be  amended 
to  increase  the  transmittal  fee  from  $240.00  to  $300.00.  35 
U.S.C.  376(b)  authorizes  the  Office  to  {inter  alia)  prescribe  the 
transmittal  fee,  search  fee,  supplemental  search  fee,  and 
preliminary  examination  fee  for  PCT  international  applica- 
tions. This  transmittal  fee  amount  more  accurately  reflects  the 
Office's  actual  average  costs  of  processing  international  appli- 
cations, and  is  also  consistent  with  the  filing  fee  for  applica- 
tions under  35  U.S.C.  1 1 1(a)  proposed  by  the  Office  in  the  21st 
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Century  Strategic  Plan  (information  concerning  the  OiBce's 
21st  Century  Strategic  Plan  is  available  on  the  Office's  Internet 
Web  site  www.uspto.gov). 

Section  1.445(a)(2)(i)  is  proposed  to  be  amended  to  reduce 
the  search  fee  charged  by  the  ISAAJS  where  there  is  a 
corresponding  prior  U.S.  application  filed  under  35  U.S.C. 
111(a)  from  $450  to  $300.  Section  1.445(a)(2)(i)  is  also 
proposed  to  be  amended  to  clarify  the  conditions  for  obtaining 
benefit  of  the  reduced  search  fee  where  there  is  such  a  prior 
corresponding  application.  Pursuant  to  PCX  rule  42.1,  the 
ISA/US  has,  in  most  cases,  only  three  months  to  establish  the 
International  Search  Report.  In  order  for  the  ISATUS  to  be  able 
to  utilize  the  benefits  of  a  search  conducted  in  a  prior 
corresponding  application  filed  under  35  U.S.C.  111(a),  the 
Office  must  be  informed  of  the  prior  corresponding  application 
in  sufficient  time  and  in  such  manner  so  as  to  permit  the  Office 
to  utilize  the  search  and  examination  conducted  in  the  prior 
application.  Accordingly,  §  1.445(a)(2)(i)  is  proposed  to  be 
amended  to  require  applicants  to  timely  furnish  adequate 
identifying  information  of  the  prior  U.S.  application  in  order  to 
qualify  for  the  lower  search  fee.  Specifically,  applicant  must 
identify  the  prior  nonprovisional  application  by  U.S.  applica- 
tion number  upon  filing  the  international  application,  if  such 
number  is  known.  If  such  number  is  not  known,  then  applicant 
must  identify  the  prior  application  by  filing  date,  title,  and 
name  of  applicant  (and  preferably  the  application  docket 
number)  so  that  the  Office  will  be  able  to  identify  the  prior 
application. 

Section  1.445(a)(2)(ii)  is  proposed  to  be  amended  to  in- 
crease the  search  fee  charged  by  the  ISA/US  in  situations  not 
covered  by  §  1.445(a)(2)(i)  from  $700  to  $1,000.  This  search 
fee  amount  more  accurately  reflects  the  Office's  actual  average 
costs  of  searching  international  applications  in  situations  not 
covered  by  §  1.445(a)(2)(i).  This  search  fee  amount  is  higher 
than  the  search  fee  amount  for  applications  under  35  U.S.C. 
1 1 1(a)  as  proposed  by  the  Administration  because  of  additional 
costs  associated  with  both  searching  international  applications 
and  the  preparation  and  transmittal  of  a  written  opinion  of  the 
ISA.  Additionally,  international  applications  must  be  searched 
(and  examined)  under  the  PCT  unity  of  invention  standard, 
where  applications  under  35  U.S.C.  111(a)  are  searched  (and 
examined)  under  the  restriction  standard  set  forth  in  35  U.S.C. 
121.  Moreover,  the  search  fee  set  forth  in  §  1.445(a)(2)(i)  must 
also  cover  preparation  of  a  written  opinion  (the  "International 
Preliminary  Report  on  Patentability  (Chapter  I  of  the  Patent 
Cooperation  Treaty)"  ("IPRP"))  under  the  revised  system. 

In  addition,  the  fee  charged  by  the  ISAAJS  for  searching  an 
additional  invention  is  proposed  to  be  increased  from  $210  to 
$1,000.  This  amount  more  accurately  reflects  the  Office's 
actual  average  costs  of  searching  and  examining  additional 
inventions.  In  this  regard,  it  is  noted  that  the  search  fee  and  the 
supplemental  search  fee  charged  by  every  other  international 
searching  authority  are  the  same  (except  for  the  ISA/JP,  which 
charges  a  supplemental  search  fee  that  is  only  slightly  lower 
than  the  search  fee). 

Section  1.445(a)(4)  is  proposed  to  be  deleted,  as  confirma- 
tion fees  will  no  longer  be  applicable. 

Section  1 .445(b)  is  amended  to  reflect  the  combining  of  the 
basic  and  designation  fees  into  a  single  "international  filing 
fee". 

Section  1.455:  Section  1.455(b)  is  proposed  to  be  amended  to 
be  consistent  with  PCT  rule  90.4  as  it  relates  to  the  manner  of 
appointment  of  agent,  attorney  or  common  representative. 

Section  1.480:  Section  1.480(a)  is  proposed  to  be  amended  to 
reflect  the  new  time  limits  in  PCT  rule  57.3  and  58.2  for 
submitting  the  handling  and  preliminary  examination  fees. 

Section  1.480(d)  is  proposed  to  be  added,  consistent  with 
PCT  rule  53.7  (as  amended),  to  provide  that  the  filing  of  a 
Demand  shall  constitute  the  election  of  all  Contracting  States 
that  are  designated  and  bound  by  chapter  II  of  the  Treaty  on  the 
international  filing  date.  Accordingly,  it  will  no  longer  be 
necessary  to  specify  in  the  Demand  those  States  that  are 
elected. 

Section  1.480(e)  is  proposed  to  be  added  to  provide  that  any 
Demand  filed  after  the  expiration  of  the  applicable  time  limit  in 
PCT  rule  54bis.l(a)  shall  be  considered  as  if  it  had  not  been 
submitted.  See  PCT  rule  54bis.l(b)  (as  amended). 

Section  1.481:  Section  1.481(a)  is  proposed  to  be  amended  to 
provide  that  the  handling  fee  and  preliminary  examination  fee 
that  are  due  are  those  fees  in  effect  on  the  date  of  payment  of 
the  handling  and  preliminary  examination  fees.  See  PCT  rules 
57.3(d)  and  58.1(b). 


Section  1.482:  Section  1.482(a)(1)  is  proposed  to  be  amended 
to  increase  the  preliminary  examination  fee  charged  by  the 
IPEA/US  from  $490  to  $600  if  the  international  search  fee  was 
paid  to  the  United  States  Patent  and  Trademark  Office  as  an 
ISA  (the  preliminary  examination  fee  charged  by  the  IPEA/US 
if  the  international  search  fee  was  not  paid  to  the  United  States 
Patent  and  Trademark  Office  as  an  ISA  will  remain  at  $750). 
This  proposed  increase  is  necessary  to  cover  the  additional  cost 
associated  with  conducting  the  preliminary  examination  by  the 
IPEA/US.  Under  the  enhanced  intemational  search  and  pre- 
liminary examination  system,  a  written  opinion  will  be  estab- 
lished by  the  ISA  and  sent  to  applicant.  As  a  result  of  the 
change  to  the  time  limit  in  PCT  Article  22(1),  it  is  no  longer 
necessary,  in  most  cases,  to  file  a  Demand  in  order  to  delay 
entry  into  the  national  stage  to  thirty  months  from  the  priority 
date.  In  view  of  these  changes,  it  is  anticipated  the  majority  of 
applicants  filing  a  Demand  under  the  revised  system  will  no 
longer  be  doing  so  to  simply  further  delay  entry  into  the 
national  stage,  but  rather  will  be  doing  so  to  obtain  a  positive 
"Intemational  Preliminary  Report  on  Patentability  (Chapter  II 
of  the  Patent  Cooperation  Treaty)"  by  the  IPEA.  As  such 
applicant  will  need  to  file  one  or  more  amendments  under  PCT 
Article  34  in  the  international  application  to  overcome  any 
negative  determinations  set  forth  in  the  written  opinion  by  the 
ISA,  the  Office's  costs  of  examining  each  intemational  appH- 
cation  as  the  US/IPEA  for  applicants  who  file  a  Demand  under 
the  revised  system  will  increase. 

For  the  same  reason,  as  well  as  reasons  set  forth  with  regard 
to  the  increase  in  the  supplemental  search  fee  under  § 
1.445(a)(3),  §  1.482(a)(2)  is  proposed  to  be  amended  to 
increase  the  additional  preliminary  examination  fee  for  exam- 
ining additional  inventions  to  $600  (regardless  of  whether  the 
intemational  search  fee  was  paid  to  the  United  States  Patent 
and  Trademark  Office  as  an  ISA). 

Section  1.482(b)  is  proposed  to  be  amended  to  refer  to 
revised  PCT  rule  57  as  it  relates  to  handling  fee  requirements. 

Section  1.484:  Section  1.484(b)  is  proposed  to  be  amended  to 
refer  to  revised  PCT  mle  69.1  as  to  when  the  IPEA/US  may 
start  intemational  preliminary  examination.  PCT  rule  69. 1  was 
revised  to  prohibit  the  IPEA  from  starting  preliminary  exami- 
nation until  it  is  in  possession  of,  inter  alia,  the  written  opinion 
of  the  ISA.  PCT  mle  69.1  provides  for  two  exceptions  to  this 
requirement.  Both  exceptions  apply  when  the  IPEA  and  the 
ISA  for  the  intemational  application  are  the  same  authority. 
The  first  exception  permits  the  IPEA  to  start  examination  at  the 
same  time  as  the  intemational  search,  subject  to  certain 
limitations.  See  PCT  mle  69.1(b).  The  second  exception  occurs 
when  the  ISA  considers  the  conditions  under  PCT  Article 
34(2)(c)(i)  to  (iii)  to  be  fulfilled.  In  such  cases,  a  written 
opinion  by  the  ISA  need  not  be  established.  See  PCT  mle 
69.1(b)bis. 

Sections  1.484(e)  through  (g)  are  proposed  to  be  redesig- 
nated as  §§  1.484(g)  through  (i),  respectively.  Proposed  § 
1.484(e)  now  provides,  consistent  with  PCT  mle  66.  Ibis,  that 
the  written  opinion  of  the  ISA  shall  be  considered  to  be  the 
written  opinion  of  the  IPEA/US. 

Proposed  §  1.484(f)  now  provides  that  the  IPEA  may 
establish  further  written  opinions,  subject  to  the  conditions 
specified  in  §  1.484(d).  Establishment  of  additional  written 
opinions  by  the  IPEA  is  provided  for  in  PCT  mle  66.4(a). 

Section  1.484(g)  is  proposed  to  be  amended  as  a  conse- 
quence of  the  amendment  to  §  1 .484(f). 

Section  1.484(h)  is  proposed  to  be  amended  to  provide 
clarification  regarding  conducting  personal  and  telephonic 
interviews  with  the  examiner  under  the  revised  system. 

Rulemaking  Considerations 

Regulatory  Flexibility  Act:  The  Deputy  General  Counsel  for 
General  Law  of  the  United  States  Patent  and  Trademark  Office 
has  certified  to  the  Chief  Counsel  for  Advocacy  of  the  Small 
Business  Administration  that  changes  proposed  in  this  notice 
will  not  have  a  significant  impact  on  a  substantial  number  of 
small  entities  (Regulatory  Flexibihty  Act,  5  U.S.C.  605(b)). 
The  changes  proposed  in  this  notice  primarily  implement 
corresponding  changes  required  to  conform  United  States  mles 
for  intemational  applications  to  the  amendments  to  the  PCT 
Regulations  which  become  effective  on  January  1,  2004.  The 
amendments  to  the  PCT  Regulations  will  simplify  the  PCT 
application  process  and  fee  stmcture,  and  as  such,  will  benefit 
all  patent  applicants  (including  small  entities)  using  the  PCT 
system. 
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The  proposed  changes  to  the  PCT  international  stage  fees 
are  to  adjust  these  fees  to  be  in  alignment  with  the  actual 
average  costs  of  conducting  a  PCT  search  and  international 
preliminary  examination  under  the  new  process.  This  realign- 
ment does  result  in  a  proposed  increase  in  the  search  fee  for 
applicants  who  do  not  have  a  corresponding  U.S.  application 
under  35  U.S.C.  111(a)  in  which  the  filing  fee  was  paid,  a 
proposed  increase  in  the  supplemental  search  fee,  and  a 
proposed  increase  in  the  prehminary  examination  fee.  How- 
ever, as  PCT  Article  22  was  amended  (effective  April  1 ,  2002) 
to  extend  its  time  limit  for  entering  the  national  stage  to  30 
months  from  the  priority  date  of  the  PCT  application,  PCT 
applicants  are  no  longer  required  to  file  a  Demand  for 
preliminary  examination  under  PCT  Article  31  (and  pay  the 
preliminary  examination  fee)  in  order  to  delay  commencement 
of  the  national  stage  until  30  months  from  the  priority  date.  See 
Revision  of  the  Time  Limit  for  National  Stage  Commencement 
in  the  United  States  for  Patent  Cooperation  Treat}'  Applica- 
tions, 67  FR  520  (Jan.  4,  2002),  1254  Off.  Gaz.  Pat.  Office  204 
(Jan.  29,  2002).  In  addition,  the  International  Searching  Au- 
thority will  now  be  providing  a  written  opinion  as  part  of  the 
PCT  Chapter  I  processing.  Thus,  any  PCT  applicant  (including 
a  small  entity)  with  a  corresponding  U.S.  application  under  35 
U.S.C.  111(a)  in  which  the  filing  fee  was  paid  will  pay  as  little 
as  $600  (a  transmittal  fee  of  $300  and  a  search  fee  of  $300)  to 
obtain  the  benefits  for  which  it  was  previously  necessary  to  pay 
$1,180  (a  transmittal  fee  of  $240  and  a  search  fee  of  $450,  and 
a  preliminary  examination  fee  of  $490),  and  any  PCT  applicant 
(including  a  small  entity)  without  a  corresponding  U.S.  appli- 
cation under  35  U.S.C.  111(a)  (e.g.,  an  applicant  with  no 
corresponding  U.S.  application,  or  only  a  corresponding  U.S. 
provisional  application  under  35  U.S.C.  111(b))  will  still  pay 
only  $1,300  (a  transmittal  fee  of  $300  and  a  search  fee  of 
$1,000)  to  obtain  the  benefits  for  which  it  was  previously 
necessary  to  pay  $1,430  (a  transmittal  fee  of  $240  and  a  search 
fee  of  $700,  and  a  preliminary  examination  fee  of  $490). 

Some  PCT  applicants  will  still  file  a  Demand  for  preliminary 
examination  under  the  revised  PCT  system  to  obtain  a  positive 
"International  Preliminary  Report  on  Patentability  (Chapter  II 
of  the  Patent  Cooperation  Treaty)"  by  the  IPEA  and  thus 
expedite  the  national  examination  process.  A  PCT  applicant 
(including  a  small  entity)  without  a  corresponding  U.S.  appli- 
cation under  35  U.S.C.  111(a)  who  still  wishes  to  file  a 
Demand  for  preliminary  examination  under  the  revised  PCT 
system  will  pay  $1,900  (a  transmittal  fee  of  $300,  a  search  fee 
of  $1,000,  and  a  preliminary  examination  fee  of  $600),  where 
it  was  previously  necessary  to  pay  only  $1,430  (a  transmittal 
fee  of  $240  and  a  search  fee  of  $700,  and  a  preliminary 
examination  fee  of  $490),  for  an  increase  of  $470  in  fees.  This 
increase  is  insignificant  in  comparison  to  the  cost  (for  any 
business  entity)  of  obtaining  foreign  patent  protection.  See 
International  Trade:  Federal  Action  Needed  to  help  Small 
Businesses  Address  Foreign  Patent  Challenges,  GAO-02-789 
at  2  (July  2002)  (noting  that  extending  patent  protection  to  nine 
other  countries  could  cost  between  $160,000  and  $330,000). 

Executive  Order  13132:  This  rule  making  does  not  contain 
policies  with  federahsm  implications  sufficient  to  warrant 
preparation  of  a  Federahsm  Assessment  under  Executive  Order 
13132  (Aug.  4,  1999). 

Executive  Order  12866:  This  rule  making  has  been  deter- 
mined to  be  not  significant  for  purposes  of  Executive  Order 
12866  (Sept.  30,  1993). 


OMB  Number:  0651-0021. 

Title:  Patent  Cooperation  Treaty. 

Form  Numbers:  PCT/RO/101,  ANNEX/ 134/144, 
PTO-1382,  PCT/IPEA/401,  PCT/IB/328. 

Type  of  Review:  Approved  through  December  of  2003. 

Affected  Public:  Individuals  or  households,  business  or 
other  for-  profit  institutions,  Federal  agencies  or  employees, 
not-for-profit  institutions,  small  businesses  or  organizations. 

Estimated  Number  of  Respondents:  331,288. 

Estimated  Time  Per  Response:  Between  15  minutes  and  4 
hours. 

Estimated  Total  Annual  Burden  Hours:  401,083. 

Needs  and  Uses:  The  information  collected  is  required  by 
the  Patent  Cooperation  Treaty  (PCT).  The  general  purpose  of 
the  PCT  is  to  simplify  the  filing  of  patent  applications  on  the 
same  invention  in  different  countries.  It  provides  for  a  central- 
ized filing  procedure  and  a  standardized  application  format. 

OMB  Number:  0651-0031. 

Title:  Patent  Processing  (Updating). 

Form  Numbers:  PTO/SB/08A/08B/2 1/22/23/24/25/26/27/ 
30/31/32/35/37/  36/42/43/61  61/PCT/62/63/64  64/PCT/67/68/ 
91/92/96/97,  PTO-2053-A/B,  PTO-2054-A/B,  PTO-2055-A/B. 

Type  of  Review:  Currently  under  review. 

Affected  Public:  Individuals  or  households,  State  or  local 
governments,  farms,  business  or  other  for-profit  institutions, 
not-for-  profit  institutions,  small  businesses  or  organizations, 
and  Federal  government. 

Estimated  Number  of  Respondents:  2,208,339. 

Estimated  Time  Per  Response:  1  minute  48  seconds  to  8 
hours. 

Estimated  Total  Annual  Burden  Hours:  830,629  hours. 

Needs  and  Uses:  During  the  processing  of  an  application  for 
a  patent,  the  applicant/agent  may  be  required  or  desire  to 
submit  additional  information  to  the  Office  concerning  the 
examination  of  a  specific  apphcation.  The  specific  information 
required  or  which  may  be  submitted  includes:  Information 
Disclosure  Statements;  Terminal  Disclaimers;  Petitions  to 
Revive;  Express  Abandonments;  Appeal  Notices;  Petitions  for 
Access;  Powers  to  Inspect;  Certificates  of  Mailing  or  Trans- 
mission; Statements  under  §  3.73(b);  Amendments,  Petitions 
and  their  Transmittal  Letters;  and  Deposit  Account  Order 
Forms. 

Comments  are  invited  on:  (1)  Whether  the  collection  of 
information  is  necessary  for  proper  performance  of  the  func- 
tions of  the  agency;  (2)  the  accuracy  of  the  agency's  estimate 
of  the  burden;  (3)  ways  to  enhance  the  quality,  utility,  and 
clarity  of  the  information  to  be  collected;  and  (4)  ways  to 
minimize  the  burden  of  the  collection  of  information  to 
respondents,  a 

Interested  persons  are  requested  to  send  comments  regard- 
ing these  information  collections,  including  suggestions  for 
reducing  this  burden,  to  Robert  J.  Spar,  Director,  Office  of 
Patent  Legal  Administration,  United  States  Patent  and  Trade- 
mark Office,  Washington,  DC  20231,  or  to  the  Office  of 
Information  and  Regulatory  Affairs  of  OMB,  New  Executive 
Office  Building,  725  17th  Street,  NW.,  Room  10235,  Washing- 
ton, DC  20503,  Attention:  Desk  Officer  for  the  United  States 
Patent  and  Trademark  Office. 

Notwithstanding  any  other  provision  of  law,  no  person  is 
required  to  respond  to  nor  shall  a  person  be  subject  to  a  penalty 
for  failure  to  comply  with  a  collection  of  information  subject  to 
the  requirements  of  the  Paperwork  Reduction  Act  unless  that 
collection  of  information  displays  a  currently  valid  OMB 
control  number. 


Paperwork  Reduction  Act:  This  proposed  rule  involves 
information  collection  requirements  that  are  subject  to  review 
by  the  Office  of  Management  and  Budget  (OMB)  under  the 
Paperwork  Reduction  Act  of  1995  (44  U.S.C.  3501  et  seq.). 
The  collections  of  information  involved  in  this  proposed  rule 
have  been  reviewed  and  previously  approved  by  OMB  under 
the  following  control  numbers:  0651-0021  and  0651-0031.  The 
United  States  Patent  and  Trademark  Office  is  not  resubmitting 
any  information  collection  package  to  OMB  for  its  review  and 
approval  because  the  changes  in  this  notice  do  not  affect  the 
information  collection  requirements  associated  with  the  infor- 
mation collection  under  these  OMB  control  numbers. 

The  title,  description  and  respondent  description  of  the 
information  collection  is  shown  below  with  an  estimate  of  the 
annual  reporting  burden.  Included  in  the  estimate  is  the  time 
for  reviewing  instructions,  gathering  and  maintaining  the  data 
needed,  and  completing  and  reviewing  the  collection  of  infor- 
mation. 


List  of  Subjects  in  37  CFR  Part  1 

Administrative  practice  and  procedure.  Courts,  Freedom  of 
Information,  Inventions  and  patents.  Reporting  and  record 
keeping  requirements.  Small  businesses. 

For  the  reasons  set  forth  in  the  preamble,  37  CFR  part  1  is 
proposed  to  be  amended  as  follows: 

PART  1— RULES  OF  PRACTICE  IN  PATENT  CASES 

1 .  The  authority  citation  for  37  CFR  part  1  continues  to  read 
as  follows: 

Authority:  35  U.S.C.  2(b)(2). 

2.  Section  1.14  is  amended  by  revising  paragraph  (i)(l)(ii)  to 
read  as  follows: 
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§  1.14  Patent  applications  preserved  in  confidence. 


/:\  *   *   * 
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(ii)  With  respect  to  the  Search  Copy,  the  U.S.  acted  as  the 
International  Searching  Authority,  except  for  the  written  opin- 
ion of  the  International  Search  Authority  which  shall  not  be 
available  until  the  expiration  of  thirty  months  from  the  priority 
date;  or 

3.  Section  1.413  is  amended  by  revising  paragraphs  (a)  and 
(c)  to  read  as  follows: 

§  1.413  The  United  States  International  Searching  Author- 
ity. 

(a)  Pursuant  to  appointment  by  the  Assembly,  the  United 
States  Patent  and  Trademark  Office  will  act  as  an  International 
Searching  Authority  for  international  applications  filed  in  the 
United  States  Receiving  Office  and  in  other  Receiving  Offices 
as  may  be  agreed  upon  by  the  Director,  in  accordance  with 
agreement  between  the  Patent  and  Trademark  Office  and  the 
International  Bureau  (PCT  Art.  16(3)(b)). 

(c)  The  major  functions  of  the  International  Searching 
Authority  include: 

(1)  Approving  or  establishing  the  title  and  abstract; 

(2)  Considering  the  matter  of  unity  of  invention; 

(3)  Conducting  international  and  international-type  searches 
and  preparing  international  and  international-type  search  re- 
ports (PCT  Art.  15,  17  and  18,  and  PCT  rules  25,  33  to  45  and 
47),  and  issuing  declarations  that  no  international  search  report 
will  be  estabhshed  (PCT  Article  17(2)(a)); 

(4)  Preparing  written  opinions  of  the  International  Searching 
Authority  in  accordance  with  PCT  Rule  43bis  (when  neces- 
sary); and 

(5)  Transmitting  the  international  search  report  and  the 
written  opinion  of  the  International  Searching  Authority  to  the 
applicant  and  the  International  Bureau. 

4.  Section  1.421  is  amended  by  revising  paragraphs  (b) 
through  (g)  as  follows: 

§  1.421  Applicant  for  international  application. 

(b)  Although  the  United  States  Receiving  Office  will  accept 
international  applications  filed  by  any  resident  or  national  of 
the  United  States  of  America  for  international  processing,  for 
the  purposes  of  the  designation  of  the  United  States  an 
international  application  must  be  filed,  and  will  be  accepted  by 
the  Patent  and  Trademark  Office  for  the  national  stage  only  if 
filed,  by  the  inventor  or  as  provided  in  §§  1.422  or  1.423.  Joint 
inventors  must  jointly  apply  for  an  international  application. 

(c)  For  the  purposes  of  designations  other  than  the  United 
States,  international  applications  may  be  filed  by  the  assignee 
or  owner. 

(d)  A  registered  attorney  or  agent  of  the  applicant  may  sign 
the  international  application  Request  and  file  the  international 
application  for  the  applicant.  A  separate  power  of  attorney 
from  each  apphcant  may  be  required. 

(e)  Any  indication  of  different  applicants  for  the  purpose  of 
different  Designated  Offices  must  be  shown  on  the  Request 
portion  of  the  international  application. 

(f)  Requests  for  changes  in  the  indications  concerning  the 
applicant,  agent,  or  common  representative  of  an  international 
application  shall  be  made  in  accordance  with  PCT  Rule  92bis 
and  may  be  required  to  be  signed  by  all  applicants. 

(g)  Requests  for  withdrawals  of  the  international  applica- 
tion, designations,  priority  claims,  the  Demand,  or  elections 
shall  be  made  in  accordance  with  PCT  Rule  90bis  and  must  be 
signed  by  all  applicants.  A  separate  power  of  attorney  from  the 
applicants  will  be  required  for  the  purposes  of  any  request  for 
a  withdrawal  in  accordance  with  PCT  Rule  90bis  which  is  not 
signed  by  all  applicants.  The  submission  of  a  separate  power  of 
attorney  may  be  excused  upon  the  request  of  another  applicant 


where  one  or  more  inventors  cannot  be  found  or  reached  after 
diligent  effort.  Such  a  request  must  be  accompanied  by  a 
statement  explaining  to  the  satisfaction  of  the  Director  the  lack 
of  the  signature  concerned. 

§  1.424  [Removed] 

5.  Section  1.424  is  removed. 
§  1.425  [Removed] 

6.  Section  1.425  is  removed. 

7.  Section  1.431  is  amended  by  revising  paragraphs  (b)(3), 
(c)  and  (d)  to  read  as  follows: 

§  1.431  International  application  requirements. 

r^\   *   *    * 

(3)  The  international  application  contains  at  least  the  fol- 
lowing elements  (PCT  Art.  ll(l)(iii)): 

(i)  An  indication  that  it  is  intended  as  an  international 
appUcation  (PCT  Rule  4.2); 

(ii)  The  designation  of  at  least  one  Contracting  State  of  the 
International  Patent  Cooperation  Union  (§  1.432); 

(iii)  The  name  of  the  applicant,  as  prescribed  (note  §§ 
1.421-1.423); 

(iv)  A  part  which  on  the  face  of  it  appears  to  be  a  description; 
and 

(v)  A  part  which  on  the  face  of  it  appears  to  be  a  claim. 

(c)  Payment  of  the  international  filing  fee  (PCT  Rule  15.2) 
and  the  transmittal  and  search  fees  (§  1.445)  may  be  made  in 
full  at  the  time  the  international  application  papers  required  by 
paragraph  (b)  of  this  section  are  deposited  or  within  one  month 
thereafter.  The  international  filing,  transmittal,  and  search  fee 
payable  is  the  international  filing,  transmittal,  and  search  fee  in 
effect  on  the  receipt  date  of  the  international  application. 

( 1 )  If  the  international  filing,  transmittal  and  search  fees  are 
not  paid  within  one  month  from  the  date  of  receipt  of  the 
international  application  and  prior  to  the  sending  of  a  notice  of 
deficiency  which  imposes  a  late  payment  fee,  applicant  will  be 
notified  and  given  one  month  within  which  to  pay  the  deficient 
fees  plus  the  late  payment  fee.  Subject  to  paragraph  (c)(2)  of 
this  section,  the  late  payment  fee  will  be  equal  to  the  greater  of: 

(i)  Fifty  percent  of  the  amount  of  the  deficient  fees;  or 
(ii)  An  amount  equal  to  the  transmittal  fee; 

(2)  The  late  payment  fee  shall  not  exceed  an  amount  equal 
to  the  25%  of  the  international  filing  fee  not  taking  into 
account  any  fee  for  each  sheet  of  the  international  application 
in  excess  of  thirty  sheets  (PCT  Rule  16bis). 

(3)  The  one-month  time  limit  set  pursuant  to  paragraph  (c) 
of  this  section  to  pay  deficient  fees  may  not  be  extended. 

(d)  If  the  payment  needed  to  cover  the  transmittal  fee,  the 
international  filing  fee,  the  search  fee,  and  the  late  payment  fee 
pursuant  to  paragraph  (c)  of  this  section  is  not  timely  made  in 
accordance  with  PCT  Rule  16bis.l(e),  the  Receiving  Office 
will  declare  the  international  application  withdrawn  under  PCT 
Article  14(3)(a). 

8.  Section  1.432  is  revised  to  read  as  follows: 

§  1.432  Designation  of  States  by  filing  an  international 
application. 

The  fihng  of  an  international  application  request  shall 
constitute: 

(a)  The  designation  of  all  Contracting  States  that  are  bound 
by  the  Treaty  on  the  international  filing  date; 

(b)  An  indication  that  the  international  application  is,  in 
respect  of  each  designated  State  to  which  PCT  Article  43  or  44 
applies,  for  the  grant  of  every  kind  of  protection  which  is 
available  by  way  of  the  designation  of  that  State;  and 

(c)  An  indication  that  the  international  application  is,  in 
respect  of  each  designated  State  to  which  PCT  Article  45(1) 
apphes,  for  the  grant  of  a  regional  patent  and  also,  unless  PCT 
Article  45(2)  applies,  a  national  patent. 

9.  Section  1.434  is  amended  by  revising  paragraph  (d)  and 
adding  paragraph  (e)  to  read  as  follows: 

§  1.434  The  request. 
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(d)  For  the  purposes  of  the  designation  of  the  United  States 
of  America,  an  international  apphcation  shall  include: 

(1)  The  name  of  the  inventor;  and 

(2)  A  reference  to  any  prior-filed  national  apphcation  or 
international  application  designating  the  United  States  of 
America,  if  the  benefit  of  the  fifing  date  for  the  prior-filed 
application  is  to  be  claimed. 

(e)  An  international  application  may  also  include  in  the 
Request  a  declaration  of  the  inventors  as  provided  for  in  PCX 
Rule4.17(iv). 

10.  Section  1.445  is  revised  to  read  follows: 

§   1.445  International  application  filing,  processing  and 
search  fees. 

(a)  The  following  fees  and  charges  for  international  appli- 
cations are  established  by  the  Director  under  the  authority  of 
35  U.S.C.  376: 

(1)  A  transmittal  fee  (see  35  U.S.C.  361(d)  and  PCT  Rule 
14)—  $300.00 

(2)  A  search  fee  (see  35  U.S.C.  361(d)  and  PCT  Rule  16): 
(i)  If  a  corresponding  prior  United  States  National  applica- 
tion filed  under  35  U.S.C.  111(a)  with  the  filing  fee  under  § 
1.16(a)  has  been  filed  and  the  corresponding  prior  United 
States  National  apphcation  is  identified  by  apphcation  number, 
if  known,  or  if  the  application  number  is  not  known  by  the 
filing  date,  title,  and  name  of  applicant  (and  preferably  the 
application  docket  number),  in  the  international  application  or 
accompanying  papers  at  the  time  of  filing  the  international 
application— $300.00 

(ii)  For  all  situations  not  provided  for  in  paragraph  (a)(2)(i) 
of  this  section— $1000.00 

(3)  A  supplemental  search  fee  when  required,  per  additional 
invention— $1000.00 

(4)  A  fee  equivalent  to  the  transmittal  fee  in  paragraph  (a)(1) 
of  this  section  for  transmittal  of  an  international  application  to 
the  International  Bureau  for  processing  in  its  capacity  as  a 
Receiving  Ofi&ce  (PCT  Rule  19.4). 

(b)  The  international  fiUng  fee  shall  be  as  prescribed  in  PCT 
Rule  15. 

11.  Section  1.455  is  amended  by  revising  paragraph  (b)  to 
read  as  follows: 

§  1.455  Representation  in  international  applications. 

(b)  Appointment  of  an  agent,  attorney  or  common  represen- 
tative (PCT  Rule  4.8)  must  be  effected  either  in  the  Request 
form,  signed  by  appHcant,  in  the  Demand  form,  signed  by 
applicant,  or  in  a  separate  power  of  attorney  submitted  either  to 
the  United  States  Receiving  OflBce  or  to  the  International 
Biu^eau. 

12.  Section  1.480  is  amended  by  revising  paragraph  (a)  and 
adding  paragraphs  (d)  and  (e)  to  read  as  follows: 

§  1.480  Demand  for  international  preliminary  examination. 

(a)  On  the  filing  of  a  proper  Demand  in  an  application  for 
which  the  United  States  International  Preliminary  Examining 
Authority  is  competent  and  for  which  the  fees  have  been  paid, 
the  international  apphcation  shall  be  the  subject  of  an  interna- 
tional preliminary  examination.  The  preliminary  examination 
fee  (§  1.482(a)(1))  and  the  handhng  fee  (§  1.482(b))  shall  be 
due  within  the  apphcable  time  limit  set  forth  in  PCT  Rule  57.3. 

(d)  The  fifing  of  a  Demand  shall  constitute  the  election  of  all 
Contracting  States  which  are  designated  and  are  bound  by 
Chapter  II  of  the  Treaty  on  the  international  filing  date  (PCT 
Rule  53.7). 

(e)  Any  Demand  filed  after  the  expiration  of  the  applicable 
time  limit  set  forth  in  PCT  Rule  54bis.l(a)  shall  be  considered 
as  if  it  had  not  been  submitted  (PCT  Rule  54bis.l(b)). 

13.  Section  1.481  is  amended  by  revising  paragraph  (a)  to 
read  as  follows: 


§  1.481  Payment  of  international  preliminary  examination 
fees. 

(a)  The  handling  and  preliminary  examination  fees  shall  be 
paid  within  the  time  period  set  in  PCT  Rule  57.3.  The  handling 
fee  or  prehminary  examination  fee  payable  is  the  handling  fee 
or  preliminary  examination  fee  in  effect  on  the  date  of 
payment. 

(1)  If  the  handling  and  preliminary  examination  fees  are  not 
paid  within  the  time  period  set  in  PCT  Rule  57.3,  applicant  will 
be  notified  and  given  one  month  within  which  to  pay  the 
deficient  fees  plus  a  late  payment  fee  equal  to  the  greater  of: 

(i)  Fifty  percent  of  the  amount  of  the  deficient  fees,  but  not 
exceeding  an  amount  equal  to  double  the  handling  fee;  or 
(ii)  An  amount  equal  to  the  handling  fee  (PCT  Rule  58bis.2). 

(2)  The  one-month  time  limit  set  in  this  paragraph  to  pay 
deficient  fees  may  not  be  extended. 

14.  Section  1.482  is  revised  to  read  as  follows: 

§  1.482  International  preliminary  examination  fees. 

(a)  The  following  fees  and  charges  for  international  prelimi- 
nary examination  are  established  by  the  Director  under  the 
authority  of  35  U.S.C.  376: 

(1)  The  following  preliminary  examination  fee  is  due  on 
filing  the  Demand: 

(i)  If  an  international  search  fee  as  set  forth  in  §  1 .445(a)(2) 
has  been  paid  on  the  international  apphcation  to  the  United 
States  Patent  and  Trademark  OflBce  as  an  International  Search- 
ing Authority— $600.00 

(ii)  If  the  International  Searching  Authority  for  the  interna- 
tional application  was  an  authority  other  than  the  United  States 
Patent  and  Trademark  Office— $750.00 

(2)  An  additional  preliminary  examination  fee  when  re- 
quired, per  additional  invention — $600.00 

(b)  The  handhng  fee  is  due  on  fifing  the  Demand  and  shall 
be  as  prescribed  in  PCT  Rule  57. 

15.  Section  1.484  is  amended  by  revising  paragraphs  (b),  (e) 
through  (g)  and  adding  paragraphs  (h)  and  (i)  to  read  as 
follows: 

§  1.484  Conduct  of  international  preliminary  examination. 

(b)  International  preliminary  examination  will  begin  in 
accordance  with  PCT  Rule  69.1. 

(e)  The  written  opinion  established  by  the  International 
Searching  Authority  under  PCT  Rule  43bis.l  shall  be  consid- 
ered to  be  a  written  opinion  of  the  United  States  International 
Prehminary  Examining  Authority  for  the  purposes  of  para- 
graph (d)  of  this  section. 

(f)  The  International  Preliminary  Examining  Authority  may 
estabUsh  further  written  opinions  under  paragraph  (d)  of  this 
section. 

(g)  If  no  written  opinion  under  paragraph  (d)  of  this  section 
is  necessary,  or  if  no  further  written  opinion  under  paragraph 
(f)  of  this  section  is  to  be  established,  or  after  any  written 
opinion  and  the  reply  thereto  or  the  expiration  of  the  time  limit 
for  reply  to  such  written  opinion,  an  international  prehminary 
examination  report  will  be  estabhshed  by  the  International 
Prehminary  Examining  Authority.  One  copy  will  be  submitted 
to  the  International  Bureau  and  one  copy  will  be  submitted  to 
the  applicant. 

(h)  An  applicant  will  be  permitted  a  personal  or  telephone 
interview  with  the  examiner,  which  may  be  requested  after  the 
filing  of  a  Demand,  and  mur.t  be  conducted  during  the  period 
between  the  establishment  of  the  written  opinion  and  the 
estabhshment  of  the  international  preliminary  examination 
report.  Additional  interviews  may  be  conducted  where  the 
examiner  determines  that  such  additional  interviews  may  be 
helpful  to  advancing  the  international  preliminary  examination 
procedure.  A  summary  of  any  such  personal  or  telephone 
interview  i  lust  be  filed  by  the  applicant  or,  if  not  filed  by 
apphcant  be  made  of  record  in  the  file  by  the  examiner. 

(i)  If  the  application  who.se  priority  is  claimed  in  the 
international  application  is  in  a  language  other  than  English, 
the  United  States  International  Preliminary  Examining  Author- 
ity may,  where  the  validity  of  the  priority  claim  is  relevant  for 
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the  formulation  of  the  opinion  referred  to  in  Article  33(1), 
invite  the  applicant  to  furnish  an  English  translation  of  the 
priority  document  within  two  months  from  the  date  of  the 
invitation.  If  the  translation  is  not  furnished  within  that  time 
limit,  the  international  preliminary  report  may  be  established 
as  if  the  priority  had  not  been  claimed. 


May  23,  2003 


JAMES  E.  ROGAN 

Under  Secretary  of  Commerce  for 

Intellectual  Property  and  Director  of 

the  United  States  Patent  and 

Trademark  Ojfice 
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(190)  DEPARTMENT  OF  COMMERCE 

Patent  and  Trademark  Office 

37  CFR  Part  1 

[Docket  No.:  2003-P-021] 

RIN  0651-AB61 

January  2004  Revision  of  Patent  Cooperation  Treaty 
Application  Procedure 

AGENCY:  Patent  and  Trademark  Office,  Commerce. 

ACTION:  Final  rule. 

SUMMARY:  The  United  States  Patent  and  Trademark  Office 
(Office)  is  amending  the  rules  of  practice  to  conform  them  to 
certain  amendments  made  to  the  Regulations  under  the  Patent 
Cooperation  Treaty  (PCT)  that  will  take  effect  on  January  1, 
2004.  These  amendments  will  result  in  the  addition  of  a  written 
opinion  in  PCT  Chapter  I,  as  well  as  a  simplification  of  PCT 
designations  and  the  PCT  fee  structure.  In  addition,  the  Office 
is  adjusting  the  transmittal,  search,  and  international  prelimi- 
nary examination  fees  for  international  applications  filed  under 
the  PCT  to  be  more  closely  aligned  with  the  actual  average 
costs  of  processing  a  PCT  application  and  conducting  a  PCT 
search  and  international  preliminary  examination  under  the 
new  process. 

EFFECTIVE  DATE:  January  1,  2004. 

FOR  FURTHER  INFORMATION  CONTACT:  Richard  R 
Cole,  Legal  Examiner,  Office  of  PCT  Legal  Administration 
(OPCTLA)  directly  by  telephone  at  (703)  305-6639,  or  by 
facsimile  at  (703)  308-6459. 

SUPPLEMENTARY  INFORMATION:  During  the  Septem 
ber-October  2002  meeting  of  the  Governing  Bodies  of  the 
World  Intellectual  Property  Organization  (WIPO),  the  PCT 
Assembly  adopted  various  amendments  to  the  Regulations 
under  the  PCT  that  enter  into  force  on  January  1,  2004.  The 
amended  PCT  Regulations  were  published  in  the  PCT  Gazette 
of  December  5,  2002  (49/2002),  in  Section  IV,  at  pages 
25004-61.  The  purposes  of  these  amendments  aie  to:  (1) 
Improve  coordination  of  international  search  (Chapter  I  of  the 
PCT)  and  international  preliminary  examination  (Chapter  II  of 
the  PCT)  through  the  provision  of  an  enhanced  international 
search  and  preliminary  examination  system;  (2)  simplify  the 
PCT  by  changing  the  concept  and  operation  of  the  designation 
system  and  the  fee  system;  and  (3)  simplify  signature  and  other 
filing  requirements. 

Enhanced  International  Search  and  Preliminary  Examina- 
tion System:  Under  the  enhanced  international  search  and 
preliminary  examination  system,  the  written  opinion  currently 
established  during  the  Chapter  II  procedure  by  the  Interna- 
tional Preliminary  Examining  Authority  (IPEA)  has  been 
added  to  the  Chapter  I  procedure.  Accordingly,  the  Interna- 
tional Searching  Authority  (ISA)  will  be  responsible  for 
establishing  a  preliminary  and  non-binding  written  opinion  on 
whether  the  claimed  invention  appears  to  be  novel,  to  involve 
an  inventive  step  and  to  be  industrially  applicable.  In  the  event 
that  a  Demand  for  international  preliminary  examination  is 
timely  filed  by  applicant,  the  written  opinion  of  the  ISA  will  be 
considered  to  be  the  written  opinion  of  the  IPEA.  If  a  Demand 
is  not  timely  filed,  the  written  opinion  of  the  ISA  will  form  the 
basis  for  the  issuance,  by  the  International  Bureau  (IB)  on 
behalf  of  the  ISA,  of  an  "International  Preliminary  Report  on 


Patentability  (Chapter  I  of  the  Patent  Cooperation  Treaty)" 
("IPRP"),  which  will  be  communicated  to  all  designated 
Offices  and  made  available  for  public  inspection  after  the 
expiration  of  thirty  months  from  the  priority  date. 

Under  the  revised  system,  the  time  limit  for  filing  a  Demand 
for  international  preliminary  examination  has  changed.  Spe- 
cifically, the  Demand  must  be  filed  within  the  later  of:  (1) 
Three  months  from  issuance  of  the  international  search  report 
and  the  written  opinion  of  the  ISA  (or,  if  a  search  cannot  be 
made,  of  the  declaration  under  Article  17.2(a));  or  (2)  twenty- 
two  months  from  the  priority  date.  See  PCT  Rule  5Abis.\{di). 
Any  Demand  made  after  the  expiration  of  this  time  limit  will 
be  considered  as  if  it  had  not  been  submitted.  See  PCT  Rule 
54^i5.1(b).  Any  arguments  or  amendments  in  response  to  the 
written  opinion  of  the  ISA  must  be  submitted  within  the  time 
limit  for  filing  the  Demand  to  ensure  consideration  by  the 
IPEA.  It  is  noted  that  applicants  may  still  desire  to  file  the 
Demand  prior  to  the  expiration  of  nineteen  months  from  the 
priority  date  in  order  to  delay  entry  into  the  national  stage  for 
those  few  remaining  Contracting  States  that  have  taken  a 
reservation  to  the  thirty-month  time  limit  in  Article  22(1). 

As  in  current  PCT  Chapter  II  procedures,  the  IPEA  will  still 
establish  an  international  preliminary  examination  report, 
though  the  report  will  now  bear  the  title  "International  Pre- 
liminary Report  on  Patentability  (Chapter  II  of  the  Patent 
Cooperation  Treaty)."  This  report  will  be  established  within 
the  apphcable  time  limit  under  PCT  Rule  69  (usually  within 
twenty-eight  months  from  the  priority  date). 

Under  the  revised  system,  payment  of  the  international 
preliminary  examination  fee  and  handling  fee  is  not  required 
until  the  later  of  one  month  from  the  filing  of  the  Demand  or 
twenty-two  months  from  the  priority  date.  See  PCT  Rules 
57.3(a)  and  58.1(b).  However,  where  the  IPEA  and  the  ISA  are 
the  same  and  the  IPEA  wishes  to  start  examination  at  the  same 
time  as  the  international  search,  the  IPEA  may  require  that  the 
examination  and  handling  fees  be  paid  within  one  month  of  an 
invitation  by  the  IPEA  to  pay  such  fees.  See  PCT  Rule  57.3(c). 

Automatic  Indication  of  All  Designations  Possible  under  the 
PCT;  Relaxed  Signature  and  other  Filing  Requirements;  Sim- 
plified Fee  System:  Under  the  amendments  to  the  Regulations 
of  the  PCT,  upon  filing  an  international  application,  applicant 
will  obtain  automatic  and  all-inclusive  coverage  of  all  desig- 
nations available  under  the  PCT,  including  all  kinds  of  protec- 
tion as  well  as  both  national  and  regional  patent  protection.  See 
PCT  Rule  4.9.  Similarly,  the  mere  filing  of  a  Demand  will 
constitute  the  election  of  all  designated  States.  See  PCT  Rule 
53.7.  Thus,  applicants  need  not,  at  the  time  of  fifing  the 
international  application,  specifically  designate  individual 
Contracting  States,  or  choose  certain  kinds  of  protection  or 
indicate  expressly  whether  national  or  regional  protection  is 
sought.  Such  matters  will  be  resolved  in  the  national  phase. 

This  automatic  and  all-inclusive  designation  system  over- 
comes a  current  pitfall  for  applicants  who  have  inadvertently 
omitted  specific  designations  upon  filing  the  international 
application  and  such  designations  were  not,  or  could  not  be, 
timely  confirmed  under  PCT  Rule  4.9(c).  For  example,  if  the 
original  international  application  papers  did  not  contain  at  least 
one  designation,  an  international  filing  date  could  not  be 
accorded  as  of  the  initial  receipt  date  of  the  application  papers. 
See  PCT  Article  ll(l)(iii)(b).  Furthermore,  even  in  those 
applications  containing  at  least  one  designation,  PCT  Rule 
4.9(b)  required  that  any  additional  States  and/or  additional 
kinds  of  protection  be  confirmed  by  the  submission  of  a  written 
notice,  accompanied  by  payment  of  the  appropriate  confirma- 
tion fee,  within  a  relatively  short  time  period  {i.e.,  fifteen 
months  from  the  priority  date).  This  time  period  was  frequently 
overlooked  by  applicants.  Under  the  new  system  of  automatic 
designations/elections,  the  current  procedures  for  precaution- 
ary designations  and  later  elections  become  unnecessary  and 
have  been  eliminated  from  the  PCT  Rules.  This  will  reduce  the 
workload  on  the  PCT  Receiving  Office  (RO)  and  IPEA  by 
eliminating  processing  of  precautionary  designations  and  later 
elections,  as  well  as  petitions  relating  to  omitted  designations. 

As  a  further  benefit  of  the  automatic  designation  system  is 
the  simplification  of  the  PCT  fee  system.  Under  the  cuirent 
PCT  fee  structure,  both  a  "basic"  fee  and  a  "designation"  fee 
are  required.  Moreover,  these  fees  are  due  at  different  times  in 
different  amounts  depending  on  when  they  are  paid  LInder  the 
new  system,  these  fees  have  been  eliminated  in  favor  of  a 
single  international  filing  fee  (comprised  of  two  fee  compo- 
nents, a  first  fee  component  for  up  \o  thin\  sheets  of  paper  and 
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a  second  fee  component  for  sheets  of  paper  in  excess  of  thirty) 
due  at  one  time,  a 

As  a  consequence  of  the  automatic  designation  system, 
applicant/inventors  will  have  to  be  named  in  the  international 
application.  To  alleviate  hardships  with  regard  to  obtaining 
signatures  of  all  the  applicants  named  on  the  Request,  PCT 
Rule  26  has  been  amended  to  provide  that,  for  purposes  of 
Article  14(a)(i),  the  international  application  will  be  consid- 
ered as  signed  in  accordance  with  the  PCT  Regulations  if  the 
Request  has  been  signed  by  at  least  one  applicant.  See  PCT 
Rule  26.2bis{di).  In  addition,  if  there  is  more  than  one  appli- 
cant, PCT  Rule  26.2/7j5(b)  provides  that,  for  purposes  of  PCT 
Article  14(l)(a)(ii),  it  is  sufficient  that  the  identifying  informa- 
tion {i.e.,  address,  residence  and  nationality)  be  provided  for 
only  one  applicant  who  is  entitled  under  PCT  Rule  19.1  to  file 
the  international  apphcation  with  the  RO.  This  means  that  for 
purposes  of  filing  an  international  application  with  the  United 
States  Receiving  Office  (RO/US)  as  the  competent  RO,  this 
information  must  be  provided  with  respect  to  at  least  one 
applicant  who  is  a  citizen  or  resident  of  the  United  States. 
Notwithstanding  the  amendments  to  PCT  Rule  26,  a  desig- 
nated/elected Office  may  still  require  applicants  to  furnish, 
during  the  national  stage,  confirmation  of  the  international 
application  by  the  signature  of  any  applicant  who  has  not 
signed  the  Request  and  any  missing  identifying  information. 
5ee  PCT  Rule  5 1^/5. 1(a). 

PCT  Rule  90.4  has  been  revised  to  permit  the  RO,  ISA,  or 
IPEA  to  waive  the  requirement  for  a  power  of  attorney,  except 
in  instances  of  apphcant  initiated  withdrawals  under  PCT  Rule 
9Qbis. 

Discussion  of  Specific  Rules 

Title  37  of  the  Code  of  Federal  Regulations,  Part  1,  is 
amended  as  follows: 

Section  1.14:  Sections  1.14(g)(l)(ii)  and  1.14(g)(3)  are 
amended  to  exclude  members  of  the  public  from  obtaining  a 
copy  of  the  written  opinion  of  the  United  States  International 
Searching  Authority  (ISAAJS)  until  the  expiration  of  thirty 
months  from  the  priority  date  of  the  international  application. 
Under  PCT  Rule  44ter.  1  (as  amended),  the  ISA  is  not  permitted 
to  allow  access  to  the  written  opinion  of  the  ISA  before  the 
expiration  of  thirty  months  from  the  priority  date  unless 
authorized  by  the  applicant. 

Section  1.413:  Section  1.413(c)  is  amended  to  reflect  the 
additional  major  function  of  the  ISA/US  of  preparing  and 
transmitting  written  opinions. 

Section  1.421:  Section  1.421(b)  is  amended  to  remove 
reference  to  §  1.425  (§  1.425  is  removed).  Under  PCT  Rule 
2().2bis{d)  (as  amended),  the  international  application  will  be 
considered  to  satisfy  the  signature  requirement  for  purposes  of 
PCT  Article  14(l)(a)(i)  if  the  request  is  signed  by  at  least  one 
applicant  (except  that  all  of  the  applicants'  signatures  will  still 
be  required  for  withdrawals,  see  discussion  of  §  1.421(g)). 
Accordingly,  the  current  requirement  in  §  1 .425  that  the  failure 
of  an  inventor  to  sign  the  request  in  an  international  application 
designating  the  United  States  will  only  be  excused  where  the 
inventor  could  not  be  found  or  reached  after  dihgent  effort  or 
refused  to  sign  the  request  will  no  longer  be  applicable.  Section 
1.421(b)  is  also  amended  to  include  the  requirement  of  §  1.424 
that  joint  inventors  must  jointly  apply  for  an  international 
application.  Section  1.424  is  removed  (see  discussion  of  § 
1.424). 

Section  1.421(c)  is  amended  as  a  consequence  of  the  change 
to  PCT  Rule  4.9,  as  the  United  States  will  always  be  designated 
upon  filing  of  an  international  application. 

Section  1.421(d)  is  amended  to  reflect  the  change  to  PCT 
Rule  90.4(d)  permitting  the  RO  to  waive  the  requirement  for  a 
separate  power  of  attorney. 

Section  1.421(f)  is  amended  to  clarify  that  for  purposes  of 
requests  under  PCT  Rule  92bis  to  effect  a  change  in  an 
indication  concerning  the  applicant,  agent  or  common  repre- 
sentative, such  requests  may  be  required  to  be  signed  by  all 
apphcants. 

Section  1.421(g)  is  amended  to  remove  the  text  of  PCT  Rule 
92bis  as  unnecessary  and  to  clarify  that  for  purposes  of 
withdrawals  under  PCT  Rule  9Qbis  of  the  international  appli- 
cation, designations,  priority  claim,  demand  or  elections,  the 
request  for  withdrawal  must  be  signed  by  all  applicants. 
Furthermore,  where  the  request  for  withdrawal  is  signed  by  an 
attorney,  agent,  or  common  representative,  a  power  of  attorney 
from  the  applicants  appointing  that  attorney,  agent  or  common 


representative  will  be  required.  This  clarification  is  consistent 
with  PCT  Rule  90.4(e)  (as  amended),  which  prohibits  the  RO, 
ISA,  IPEA,  and  IB  from  waiving  the  separate  power  of 
attorney  requirement  in  cases  of  withdrawals  under  Rule  9Qbis. 
An  exception  to  this  signature  requirement  is  made  in  cases 
where  an  inventor  cannot  be  found  or  reached  after  diligent 
effort.  See  PCT  Rule  9Qbis.5(h). 

Section  1.424:  This  section  is  removed.  The  requirement  in 
§  1.424  regarding  the  naming  of  joint  inventors  in  international 
applications  will  be  moved  to  §  1.421(b).  The  further  require- 
ment relating  to  signature  requirements  of  joint  inventors, 
including  reference  to  §  1.425,  will  no  longer  be  applicable 
(see  discussion  of  §  1.421(b)). 

Section  1.425:  This  section  is  removed  (see  discussion  of  § 
1.421(b)). 

Section  1.431:  Section  1.431(b)(3)  is  amended  to  remove 
reference  to  §  1.424  (§  1.424  is  removed).  Sections  1.431(c) 
and  (d)  are  amended  to  reflect  the  new  fee  structure  applicable 
to  international  applications  under  revised  PCT  Rule  15. 
Specifically,  the  international  "basic  fee"  and  "designation  fee" 
have  been  combined  into  a  single  "international  fifing  fee."  In 
addition,  the  late  payment  fee  provision  of  §  1.431(c)(1)  is 
amended  as  a  consequence  of  this  new  fee  structure,  consistent 
with  amended  PCT  Rule  16^/5.2. 

Section  1.432:  Section  1.432  is  amended  to  reflect  the 
change  to  PCT  Rule  4.9,  which  provides  that  the  filing  of  the 
request  shall  constitute:  (1)  The  designation  of  all  Contracting 
States  that  are  bound  by  the  PCT  on  the  international  filing 
date;  (2)  an  indication  that  for  those  States  for  which  PCT 
Articles  43  or  44  apply,  the  filing  of  the  request  constitutes  an 
indication  for  the  grant  of  every  kind  of  protection  which  is 
available  by  way  of  the  designation  of  that  State;  and  (3)  an 
indication  that  the  international  application  is,  for  those  States 
to  which  PCT  Article  45(1)  applies,  for  the  grant  of  a  regional 
patent  and  also,  unless  PCT  Article  45(2)  applies,  a  national 
patent.  As  a  consequence  of  the  "automatic"  designation 
system  provided  under  revised  PCT  Rule  4.9,  the  procedure 
under  former  PCT  Rule  4.9(b)  and  (c)  regarding  confirmation 
of  precautionary  designations  has  been  eliminated  from  that 
rule,  and  therefore,  is  removed  from  §  1.432. 

Section  1.434:  Section  1.434(d)  is  amended  to  remove  the 
requirement  that  international  applications  designating  the 
United  States  must  include  the  address  and  the  signature  of  the 
inventor  except  as  provided  by  §§  1.421(d),  1.422,  1.423  and 
1.425.  Under  PCT  Rule  26.2bis  (as  amended),  if  there  is  more 
than  one  applicant,  it  is  sufficient  that  the  request  is  signed  by 
only  one  of  them,  and  that  the  address  is  provided  with  respect 
to  one  of  the  applicants  who  is  entitled,  in  accordance  with 
Rule  19.1,  to  file  the  international  apphcation  with  the  RO. 
Section  1.434(d)(3)  is  also  redesignated  as  new  §  1.434(e)  for 
clarity. 

Section  1.445:  Section  1.445(a)(1)  is  amended  to  increase 
the  transmittal  fee  from  $240.00  to  $300.00.  35  U.S.C.  376(b) 
authorizes  the  Office  to  (inter  alia)  prescribe  the  transmittal  fee, 
search  fee,  supplemental  search  fee,  and  preliminary  examina- 
tion fee  for  PCT  international  applications.  This  transmittal  fee 
amount  more  accurately  reflects  the  Office's  actual  average 
costs  of  processing  international  applications,  and  is  also 
consistent  with  the  filing  fee  for  applications  under  35  U.S.C. 
111(a)  proposed  by  the  Office  in  the  21st  Century  Strategic 
Plan  (information  concerning  the  Office's  21st  Century  Stra- 
tegic Plan  is  available  on  the  Office's  Internet  Web  site 
http://frwebgate.access.gpo.gov/cgi-bin/ 
leaving. cgi?from=leavingFR.  html&log=linklog&to=http:// 
www.uspto.gov). 

Section  1.445(a)(2)(i)  is  amended  to  reduce  the  search  fee 
charged  by  the  ISA/US  where  there  is  a  corresponding  prior 
U.S.  application  filed  under  35  U.S.C.  111(a)  from  $450  to 
$300.  Section  1.445(a)(2)(i)  is  also  amended  to  clarify  the 
conditions  for  obtaining  benefit  of  the  reduced  search  fee 
where  there  is  such  a  prior  corresponding  application. 

Pursuant  to  PCT  Rule  42  1 ,  the  ISA/US  has,  in  most  cases, 
only  three  months  to  establish  the  International  Search  Report. 
In  order  for  the  ISA/US  to  be  able  to  utilize  the  benefits  of  a 
search  conducted  in  a  prior  corresponding  application  filed 
under  35  U.S.C.  111(a),  the  Office  must  be  informed  of  the 
prior  corresponding  application  in  sufficient  time  and  in  such 
manner  so  as  to  permit  the  Office  to  utilize  the  search  and 
examination  conducted  in  the  prior  application.  Accordingly,  § 
1.445(a)(2)(i)  is  amended  to  require  applicants  to  timely 
furnish  adequate  identifying  information  of  the  prior  U.S. 
application  in  order  to  qualify  for  the  lower  search  fee. 
Specifically,  applicant  must  identify  the  prior  nonprovisional 
application  by  U.S.  application  number  upon  filing  the  inter- 
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national  application,  if  such  number  is  known.  If  such  number 
is  not  known,  then  applicant  must  identify  the  prior  application 
by  fiUng  date,  title,  and  name  of  applicant  (and  preferably  the 
application  docket  number)  so  that  the  Office  will  be  able  to 
identify  the  prior  application. 

Section  1.445(a)(2)(ii)  is  amended  to  increase  the  search  fee 
charged  by  the  ISA/US  in  situations  not  covered  by  § 
1.445(a)(2)(i)  from  $700  to  $1,000.  This  search  fee  amount 
more  accurately  reflects  the  Office's  actual  average  costs  of 
searching  international  applications  in  situations  not  covered 
by  §  1.445(a)(2)(i).  This  search  fee  amount  is  higher  than  the 
search  fee  amount  for  applications  under  35  U.S.C.  111(a)  as 
proposed  by  the  Administration  because  of  additional  costs 
associated  with  both  searching  international  applications  and 
the  preparation  and  transmittal  of  a  written  opinion  of  the  ISA. 
Additionally,  international  applications  must  be  searched  (and 
examined)  under  the  PCT  unity  of  invention  standard,  where 
applications  under  35  U.S.C.  111(a)  are  searched  (and  exam- 
ined) under  the  restriction  standard  set  forth  in  35  U.S.C.  121. 
Moreover,  the  search  fee  set  forth  in  §  1 .445(a)(2)(i)  must  also 
cover  preparation  of  a  written  opinion  (the  "International 
Preliminary  Report  on  Patentability  (Chapter  I  of  the  Patent 
Cooperation  Treaty)"  ("IPRP"))  under  the  revised  system. 

In  addition,  the  fee  charged  by  the  ISA/US  for  searching  an 
additional  invention  is  increased  from  $210  to  $1,000.  This 
amount  more  accurately  reflects  the  Office's  actual  average 
costs  of  searching  and  examining  additional  inventions.  In  this 
regard,  it  is  noted  that  the  search  fee  and  the  supplemental 
search  fee  charged  by  every  other  international  searching 
authority  are  the  same  (except  for  the  ISA/JP,  which  charges  a 
supplemental  search  fee  that  is  only  slightly  lower  than  the 
search  fee). 

Section  1.445(a)(4)  is  deleted,  as  confirmation  fees  will  no 
longer  be  applicable. 

Section  1.445(b)  is  amended  to  reflect  the  combining  of  the 
basic  and  designation  fees  into  a  single  "international  fiUng 
fee". 

Section  1.455:  Section  1.455(b)  is  amended  to  be  consistent 
with  PCT  Rule  90.4  as  it  relates  to  the  manner  of  appointment 
of  agent,  attorney  or  common  representative. 

Section  1.480:  Section  1.480(a)  is  amended  to  reflect  the 
new  time  limits  in  PCT  Rule  57.3  and  58.2  for  submitting  the 
handling  and  preliminary  examination  fees. 

Section  1.480(d)  is  added,  consistent  with  PCT  Rule  53.7  (as 
amended),  to  provide  that  the  filing  of  a  Demand  shall 
constitute  the  election  of  all  Contracting  States  that  are 
designated  and  bound  by  Chapter  II  of  the  Treaty  on  the 
international  filing  date.  Accordingly,  it  will  no  longer  be 
necessary  to  specify  in  the  Demand  those  States  that  are 
elected. 

Section  1.480(e)  is  added  to  provide  that  any  Demand  filed 
after  the  expiration  of  the  applicable  time  limit  in  PCT  Rule 
54^/5'.  1(a)  shall  be  considered  as  if  it  had  not  been  submitted. 
See  PCT  Rule  54bis.l{h)  (as  amended). 

Section  1.481:  Section  1.481(a)  is  amended  to  provide  that 
the  handling  fee  and  preliminary  examination  fee  that  are  due 
are  those  fees  in  effect  on  the  date  of  payment  of  the  handling 
and  preliminary  examination  fees.  See  PCT  Rules  57.3(d)  and 
58.1(b). 

Section  1.482:  Section  1.482(a)(1)  is  amended  to  increase 
the  preliminary  examination  fee  charged  by  the  IPEA/US  from 
$490  to  $600  if  the  international  search  fee  was  paid  to  the 
United  States  Patent  and  Trademark  Office  as  an  ISA  (the 
preliminary  examination  fee  charged  by  the  IPEA/US  if  the 
international  search  fee  was  not  paid  to  the  United  States 
Patent  and  Trademark  Office  as  an  ISA  will  remain  at  $750). 
This  increase  is  necessary  to  cover  the  additional  cost  associ- 
ated with  conducting  the  preliminary  examination  by  the 
IPEA/US. 

For  the  same  reason,  as  well  as  reasons  set  forth  with  regard 
to  the  increase  in  the  supplemental  search  fee  under  § 
1.445(a)(3),  §  1.482(a)(2)  is  amended  to  increase  the  additional 
preliminary  examination  fee  for  examining  additional  inven- 
tions to  $600  (regardless  of  whether  the  international  search 
fee  was  paid  to  the  United  States  Patent  and  Trademark  Office 
as  an  ISA). 

Section  1 .482(b)  is  amended  to  refer  to  revised  PCT  Rule  57 
as  it  relates  to  handUng  fee  requirements. 

Section  1.484:  Section  1.484(b)  is  amended  to  refer  to 
revised  PCT  Rule  69.1  as  to  when  the  IPEA/US  may  start 
international  preliminary  examination.  PCT  Rule  69.1  was 
revised  to  prohibit  the  IPEA  from  starting  preliminary  exami- 
nation until  it  is  in  possession  of,  inter  alia,  the  written  opinion 
of  the  ISA.  PCT  Rule  69.1  provides  for  two  exceptions  to  this 


requirement.  Both  exceptions  apply  when  the  IPEA  and  the 
ISA  for  the  international  application  are  the  same  authority. 
The  first  exception  permits  the  IPEA  to  start  examination  at  the 
same  time  as  the  international  search,  subject  to  certain 
limitations.  See  PCT  Rule  69.1(b).  The  second  exception 
occurs  when  the  ISA  considers  the  conditions  under  PCT 
Article  34(2)(c)(i)  to  (iii)  to  be  fulfilled.  In  such  cases,  a 
written  opinion  by  the  ISA  need  not  be  established.  See  PCT 
Rule  69.1(h)bis. 

Sections  1.484(e)  through  (g)  are  redesignated  as  §§ 
1.484(g)  through  (i),  respectively.  Section  1.484(e)  now  pro- 
vides, consistent  with  PCT  Rule  66. Ibis,  that  the  written 
opinion  of  the  ISA  shall  be  considered  to  be  the  written  opinion 
of  the  IPEA/US. 

Section  1 .484(f)  now  provides  that  the  IPEA  may  establish 
further  written  opinions,  subject  to  the  conditions  specified  in 
§  1.484(d).  Establishment  of  additional  written  opinions  by  the 
IPEA  is  provided  for  in  PCT  Rule  66.4(a). 

Section  1.484(g)  is  amended  as  a  consequence  of  the 
amendment  to  §  1.484(f). 

Section  1.484(h)  is  amended  to  provide  clarification  regard- 
ing conducting  personal  and  telephonic  interviews  with  the 
examiner  under  the  revised  system. 

Response  to  comments:  The  Office  published  a  notice 
proposing  changes  to  the  rules  of  practice  to  conform  them  to 
certain  amendments  made  to  the  Regulations  under  the  Patent 
Cooperation  Treaty  (PCT)  that  will  take  effect  on  January  1, 
2004.  See  January  2004  Revision  of  Patent  Cooperation  Treaty 
Application  Procedure.  68  PR  32441  (May  30,  2003),  1271 
Off.  Gaz.  Pat.  Office  147  (June  24,  2003)  (proposed  rule).  The 
Office  received  two  written  comments  (one  from  an  intellectual 
property  organization  and  another  by  a  patent  practitioner)  in 
response  to  this  notice.  The  comments  and  the  Office's 
responses  to  the  comments  follow: 

Comment  1:  One  comment  suggested  that  §  1.14  should 
provide  that  the  written  opinion  of  the  International  Searching 
Authority  is  available  to  third  parties  upon  publication  of  the 
international  application  instead  of  at  thirty  months  as  pro- 
vided in  §  1.14. 

Response:  The  suggestion  has  not  been  adopted.  PCT  Rule 
AAter.l,  which  is  set  to  enter  into  force  on  January  1,  2004, 
provides  that  the  International  Searching  Authority,  unless 
requested  or  authorized  by  the  applicant,  shall  not  allow  access 
to  the  written  opinion  of  the  International  Searching  Authority 
by  any  person  before  the  expiration  of  thirty  months  from  the 
priority  date.  Therefore,  the  suggested  change  to  §  1.14  would 
be  inconsistent  with  the  requirements  of  the  PCT. 

Comment  2:  One  comment  suggested  that  the  rules  be 
amended  to  provide  that  if  apphcant  timely  files  a  Demand 
with  Article  34  amendments  to  the  claims,  the  examiner  be 
required  to  render  a  new  written  opinion.  The  comment 
indicates  that  without  such  a  provision,  the  IPEA/US,  in 
adopting  the  written  opinion  as  established  by  the  ISA,  will  be 
delivering  to  applicants  written  opinions  which  are  totally 
inconsistent  with  the  claims  as  amended. 

Response:  The  suggestion  has  been  adopted  in  part.  Under 
the  erihanced  search  and  examination  system,  the  IPEA/US 
will  not  deliver  to  appUcants  a  written  opinion  which  does  not 
take  into  account  the  claims  as  amended.  In  general,  under  the 
procedures  established  under  the  enhanced  search  and  exami- 
nation system,  a  written  opinion  will  be  established  by  the  ISA, 
and  upon  filing  of  a  Demand  by  applicant,  that  written  opinion 
will  be  considered  to  be  the  first  written  opinion  of  the  IPEA. 
In  turn,  any  amendments  under  PCT  Article  34  which  are 
timely  filed,  either  with  or  subsequent  to  the  Demand,  will  be 
considered  to  be  a  response  to  that  written  opinion.  In  response 
to  the  Demand  and  any  amendments,  the  IPEA/US  will  then 
issue  one  of  the  following:  (1)  A  further  written  opinion  under 
§  1.484(f)  if  such  is  warranted;  or  (2)  an  international  prelimi- 
nary examination  report  under  §  1.484(g).  In  both  instances, 
the  response  by  the  IPEA  will  fully  take  into  consideration  any 
amendments  which  have  been  timely  filed  by  the  apphcant. 

Comment  3:  One  comment  also  opposed  the  proposed 
changes  in  the  PCT  fees  set  forth  in  §§  1.445  and  1.482.  First, 
the  comment  indicated  that  the  transmittal,  search,  and  pre- 
liminary examination  fees  proposed  in  §§  1.445  and  1.482 
would  be  sixty  percent  higher  than  the  fifing  fee,  search  fee, 
and  examination  fee  proposed  in  the  21st  Century  Strategic 
Plan.  Second,  the  comment  indicated  that  an  apphcant  must 
also  pay  the  preliminary  examination  fee  to  obtain  the  "same 
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benefits"  under  PCX  Chapters  I  and  II.  The  comment  further 
indicated  that  a  truer  picture  of  the  proposed  fee  change  is 
revealed  by  comparing  the  existing  and  revised  transmittal, 
search,  and  international  preliminary  examination  fees  on  an 
item-by-item  basis. 

Response:  The  Office  indicated  that  the  $300  transmittal  fee 
amount  in  proposed  §  1.445(a)(1)  would  be  consistent  with  the 
filing  fee  for  apphcations  under  35  U.S.C.  111(a)  proposed  by 
the  Office  in  the  21st  Century  Strategic  Plan  ($300).  The  Office 
did  not  state  that  the  sum  of  the  transmittal,  search,  and 
international  preliminary  examination  fees  would  be  consistent 
with  the  sum  of  the  filing  fee,  search  fee,  and  examination  fees 
for  applications  under  35  U.S.C.  1 1 1(a)  proposed  by  the  Office 
in  the  21st  Century  Strategic  Plan.  The  Office  proposed  search 
and  examination  fee  amounts  for  international  applications  that 
are  in  certain  situations  higher  than  the  corresponding  fees  for 
applications  under  35  U.S.C.  111(a)  because:  (I)  There  are 
additional  costs  associated  with  searching  international  appli- 
cations and  international  preliminary  examination  under  the 
enhanced  international  search  and  preliminary  examination 
system  {see  January  2004  Revision  of  Patent  Cooperation 
Treat\'  Application  Procedure,  68  FR  32441,  32444  (May  30, 
2003),  1271  Off.  Gaz.  Pat.  Office  147,  149  (June  24,  2003) 
(proposed  rule));  and  (2)  the  examination  fee  for  applications 
under  35  U.S.C.  111(a)  proposed  by  the  Office  in  the  21st 
Century  Strategic  Plan  does  not  recover  the  Office's  cost  of 
examining  applications  and  is  subsidized  by  fees  that  are  not 
applicable  during  the  PCT  international  stage  (see  H.R.  Rep. 
108-241,  at  15  (2003)). 

The  comment  correctly  notes  that  a  PCT  applicant  must  also 
pay  the  preliminary  examination  fee  to  amend  the  claims  in  an 
international  application  and  obtain  a  written  opinion  reflecting 
the  amended  claims.  Nevertheless,  it  is  the  Office's  experience 
that  PCT  applicants  who  file  a  Demand  for  international 
preliminary  examination  rarely  include  an  amendment  under 
PCT  Article  34  with  the  Demand.  Therefore,  the  enhanced 
international  search  and  preliminary  examination  system  will 
reduce  costs  for  most  PCT  applicants  by  providing  them  with 
the  benefits  they  seek  from  PCTChapter  II,  namely,  an  exten- 
sion (from  twenty  to  thirty  months)  of  the  time  limit  for 
entering  the  national  stage  and  a  written  opinion  indicating 
whether  the  claims  are  in  compliance  with  PCT  Article 
33(2)-(4),  without  requiring  them  to  file  a  timely  Demand  for 
international  preliminary  examination  and  pay  the  interna- 
tional preliminary  examination  fee. 

When  making  an  item-by-item  comparison  of  the  existing 
transmittal,  search,  and  international  preliminary  examination 
fees  with  the  revised  transmittal,  search,  and  international 
preliminary  examination  fees,  one  would  readily  appreciate  the 
following:  The  enhanced  international  search  and  preliminary 
examination  system  reduces  costs  for  most  PCT  applicants  by 
providing  them  with  the  benefits  they  seek  from  PCT  Chapter 
II  without  requiring  them  to  pay  the  international  preliminary 
examination  fee.  The  Office's  costs  for  searching  international 
applications  are  higher  under  the  enhanced  international  search 
and  preliminary  examination  system  because  international 
applications  must  be  searched  (and  examined)  under  the  PCT 
unity  of  invention  standard  and  the  search  fee  must  also  cover 
the  preparation  of  a  written  opinion.  The  Office's  costs  for 
international  preliminary  examination  will  be  higher  in  certain 
situations  under  the  enhanced  international  search  and  prelimi- 
nary examination  system  because  the  Office  will  be  required  to 
provide  an  international  preliminary  examination  on  the  basis 
of  one  or  more  amendments  under  PCT  Article  34  since 
applicants  filing  a  Demand  under  the  revised  system  will  likely 
be  doing  so  to  obtain  a  positive  "International  Preliminary 
Report  on  Patentability  (Chapter  II  of  the  Patent  Cooperation 
Treaty)"  and  thus  will  file  one  or  more  amendments  under  PCT 
Article  34  in  the  international  application  (under  the  former 
system,  the  majority  of  Demands  were  filed  for  the  sole 
purpose  of  extending  the  national  stage  entry  period  and  thus 
were  filed  without  any  substantial  amendments  to  the  claims). 
Finally,  the  fees  set  forth  in  former  §§  1.445  and  1.482  for 
search  and  examination  of  additional  inventions  were  far  too 
low  to  recover  the  Office's  actual  average  cost  for  search  and 
examination  of  additional  inventions. 

Rule  Making  Considerations: 

Regulatory  Flexibility  Act:  The  USPTO  published  a  pro- 
posed rule  and  certified  that  an  initial  Regulatory  Act  Analysis 
was  not  required.  Only  one  comment  was  received  which 
objected,  in  general,  to  the  fee  increases  and  made  no  reference 


to  any  impact  of  the  fee  increases  on  small  entities.  The  Deputy 
General  Counsel  for  General  Law  of  the  United  States  Patent 
and  Trademark  Office  has  certified  to  the  Chief  Counsel  for 
Advocacy  of  the  Small  Business  Administration  that  changes 
in  this  final  rule  will  not  have  a  significant  economic  impact  on 
a  substantial  number  of  small  entities  (Regulatory  Flexibility 
Act,  5  U.S.C.  605(b)). 

The  changes  in  this  final  rule  primarily  implement  corre- 
sponding changes  required  to  conform  United  States  rules  for 
international  applications  to  the  amendments  to  the  PCT 
Regulations,  which  become  effective  on  January  1,  2004.  The 
amendments  to  the  PCT  Regulations  will  simplify  the  PCT 
application  process  and  fee  structure.  The  changes  to  the  PCT 
international  stage  fees  are  to  adjust  these  fees  to  be  in 
alignment  with  the  actual  average  costs  of  conducting  a  PCT 
search  and  international  preliminary  examination  under  the 
new  process. 

Executive  Order  13132:  This  rule  making  does  not  contain 
policies  with  federalism  implications  sufficient  to  warrant 
preparation  of  a  Federalism  Assessment  under  Executive  Order 
13132  (Aug.  4,  1999). 

Executive  Order  12866:  This  rule  making  has  been  deter- 
mined to  be  not  significant  for  purposes  of  Executive  Order 
12866  (Sept.  30,  1993). 

Paperwork  Reduction  Act:  This  final  rule  involves  informa- 
tion collection  requirements  that  are  subject  to  review  by  the 
Office  of  Management  and  Budget  (0MB)  under  the  Paper- 
work Reduction  Act  of  1995  (44  U.S.C.  3501  et  seq.).  The 
collections  of  information  involved  in  this  final  rule  have  been 
reviewed  and  previously  approved  by  0MB  under  the  follow- 
ing control  numbers:  0651-0021  and  0651-0031.  The  United 
States  Patent  and  Trademark  Office  is  not  resubmitting  any 
information  collection  package  to  0MB  for  its  review  and 
approval  because  the  changes  in  this  notice  do  not  affect  the 
information  collection  requirements  associated  with  the  infor- 
mation collection  under  these  OMB  control  numbers. 

The  title,  description  and  respondent  description  of  the 
information  collection  is  shown  below  with  an  estimate  of  the 
annual  reporting  burden.  Included  in  the  estimate  is  the  time 
for  reviewing  instructions,  gathering  and  maintaining  the  data 
needed,  and  completing  and  reviewing  the  collection  of  infor- 
mation. 

OMB  Number:  0651-0021. 

Title:  Patent  Cooperation  Treaty. 

Form  Numbers:  PCT/RO/101,  PCT/RO/134,  PCT/RO/144, 
PTO-1382,  PCT/IPEA/401,  PCT/IB/328,  PCT/SB/61/PCT, 
PCT/SB/64/PCT. 

Type  of  Review:  Approved  through  December  of  2003. 

Affected  Public:  Individuals  or  households,  business  or  other 
for-  profit  institutions,  not-for-profit  institutions,  farms.  Fed- 
eral Government  and  State,  Local  and  Tribal  Governments. 

Estimated  Number  of  Respondents:  331,407. 

Estimated  Time  Per  Response:  Between  15  minutes  and  4 
hours. 

Estimated  Total  Annual  Burden  Hours:  401,202. 

Needs  and  Uses:  The  information  collected  is  required  by 
the  Patent  Cooperation  Treaty  (PCT).  The  general  purpose  of 
the  PCT  is  to  simplify  the  filing  of  patent  applications  on  the 
same  invention  in  different  countries.  It  provides  for  a  central- 
ized filing  procedure  and  a  standardized  application  format. 

OMB  Number:  0651-0031. 

Title:  Patent  Processing  (Updating). 

Form  Numbers:  PTO/SB/08A,  PTO/SB/08B,  PTO/SB/21- 
27,  PTO/SB/30-32.  PTO/SB/35-37.  PTO/SB/42-43,  PTO/SB/ 
61-64,  PTO/SB/67-68,  PTO/SB/91-92,  PTO/SB/96-97,  PTO- 
2053- A/B,  PTO-2054-A/B,  PTO-2055-A/B,  PTOL-413A. 
elDS,  EFS  form. 

Type  of  Review:  Approved  through  July  of  2006. 

Affected  Public:  Individuals  or  households,  business  or  other 
for-  profit  institutions,  not-for-profit  institutions,  farms.  Fed- 
eral Government  and  Stale,  Local  and  Tribal  Governments. 

Estimated  Number  of  Respondents:  2.208,339. 

Estimated  Time  Per  Response:  1  minute  48  seconds  to  8 
hours. 

Estimated  Total  Annual  Burden  Hours:  830,629  hours. 

Needs  and  Uses:  During  the  processing  of  an  application  for 
a  patent,  the  applicant/agent  may  be  required  or  desire  to 
submit  additional  information  to  the  Office  concerning  the 
examination  of  a  specific  application.  The  specific  information 
required  or  which  may  be  submitted  includes:  Information 
Disclosure  Statements;  Terminal  Disclaimers;  Petitions  to 
Revive;  Express  Abandonments;  Appeal  Notices;  Petitions  for 
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Access;  Powers  to  Inspect;  Certificates  of  Mailing  or  Trans- 
mission; Statements  under  §  3.73(b);  Amendments,  Petitions 
and  their  Transmittal  Letters;  and  Deposit  Account  Order 
Forms. 

Comments  are  invited  on:  (1)  Whether  the  collection  of 
information  is  necessary  for  proper  performance  of  the  func- 
tions of  the  agency;  (2)  the  accuracy  of  the  agency's  estimate 
of  the  burden;  (3)  ways  to  enhance  the  quality,  utility,  and 
clarity  of  the  information  to  be  collected;  and  (4)  ways  to 
minimize  the  burden  of  the  collection  of  information  to 
respondents. 

Interested  persons  are  requested  to  send  comments  regard- 
ing these  information  collections,  including  suggestions  for 
reducing  this  burden,  to  Robert  J.  Spar,  Director,  Office  of 
Patent  Legal  Administration,  United  States  Patent  and  Trade- 
mark Office,  PO.  Box  1450,  Alexandria,  Virginia,  22313-1450, 
or  to  the  Office  of  Information  and  Regulatory  Affairs  of  OMB, 
New  Executive  Office  Building,  725  17th  Street,  NW.,  Room 
10235,  Washington,  DC  20503,  Attention:  Desk  Officer  for  the 
United  States  Patent  and  Trademark  Office. 

Notwithstanding  any  other  provision  of  law,  no  person  is 
required  to  respond  to  nor  shall  a  person  be  subject  to  a  penalty 
for  failure  to  comply  with  a  collection  of  information  subject  to 
the  requirements  of  the  Paperwork  Reduction  Act  unless  that 
collection  of  information  displays  a  currently  valid  OMB 
control  number. 

List  of  Subjects  in  37  CFR  Part  1 

Administrative  practice  and  procedure.  Courts,  Freedom  of 
information.  Inventions  and  patents.  Reporting  and  record- 
keeping requirements.  Small  businesses. 

•  For  the  reasons  set  forth  in  the  preamble,  37  CFR  Part  1  is 
amended  as  follows: 

PART  1— RULES  OF  PRACTICE  IN  PATENT  CASES 

■  1 .  The  authority  citation  for  37  CFR  Part  1  continues  to  read 
as  follows: 

Authority:  35  U.S.C.  2(b)(2). 

■  2.  Section  1.14  is  amended  by  revising  paragraphs  (g)(l)(ii) 
and  (g)(3)  to  read  as  follows: 

§  1.14  Patent  applications  preserved  in  confidence. 

(  0\      T^       ^       ^ 

Q\    *     *     * 

(ii)  With  respect  to  the  Search  Copy  (the  copy  of  an 
international  application  kept  by  the  Office  in  its  capacity  as 
the  International  Searching  Authority,  see  PCT  Article  12(1)), 
the  U.S.  acted  as  the  International  Searching  Authority,  except 
for  the  written  opinion  of  the  International  Search  Authority 
which  shall  not  be  available  until  the  expiration  of  thirty 
months  from  the  priority  date;  or 

(3)  Access  to  international  application  files  for  international 
applications  which  designate  the  U.S.  and  which  have  been 
published  in  accordance  with  PCT  Article  21(2),  or  copies  of  a 
document  in  such  application  files,  will  be  permitted  in 
accordance  with  PCT  Articles  30  and  38  and  PCT  Rules 
44ter.l,  94.2  and  94.3,  upon  written  request  including  a 
showing  that  the  publication  of  the  application  has  occurred 
and  that  the  U.S.  was  designated. 


■  3.  Section  1.413  is  amended  by  revising  paragraphs  (a)  and 
(c)  to  read  as  follows: 

§  1.413  The  United  States  International  Searching  Author- 
ity. 

(a)  Pursuant  to  appointment  by  the  Assembly,  the  United 
States  Patent  and  Trademark  Office  will  act  as  an  International 
Searching  Authority  for  international  applications  filed  in  the 
United  States  Receiving  Office  and  in  other  Receiving  Offices 
as  may  be  agreed  upon  by  the  Director,  in  accordance  with  the 
agreement  between  the  Patent  and  Trademark  Office  and  the 
International  Bureau  (PCT  Art.  16(3)(b)). 


(c)  The  major  functions  of  the  International  Searching 
Authority  include: 

(1)  Approving  or  establishing  the  title  and  abstract; 

(2)  Considering  the  matter  of  unity  of  invention; 

(3)  Conducting  international  and  international-type  searches 
and  preparing  international  and  international-type  search  re- 
ports (PCT  Art.  15,  17  and  18,  and  PCT  Rules  25,  33  to  45  and 
47),  and  issuing  declarations  that  no  international  search  report 
will  be  estabUshed  (PCT  Article  17(2)(a)); 

(4)  Preparing  written  opinions  of  the  International  Searching 
Authority  in  accordance  with  PCT  Rule  43bis  (when  neces- 
sary); and 

(5)  Transmitting  the  international  search  report  and  the 
written  opinion  of  the  International  Searching  Authority  to  the 
applicant  and  the  International  Bureau. 

•  4.  Section  1.421  is  amended  by  revising  paragraphs  (b) 
through  (g)  as  follows: 

§  1.421  Applicant  for  international  application. 

(b)  Although  the  United  States  Receiving  Office  will  accept 
international  applications  filed  by  any  resident  or  national  of 
the  United  States  of  America  for  international  processing,  for 
the  purposes  of  the  designation  of  the  United  States,  an 
international  application  must  be  filed,  and  will  be  accepted  by 
the  Patent  and  Trademark  Office  for  the  national  stage  only  if 
filed,  by  the  inventor  or  as  provided  in  §§  1.422  or  1.423.  Joint 
inventors  must  jointly  apply  for  an  international  application. 

(c)  For  the  purposes  of  designations  other  than  the  United 
States,  international  appUcations  may  be  filed  by  the  assignee 
or  owner. 

(d)  A  registered  attorney  or  agent  of  the  applicant  may  sign 
the  international  application  Request  and  file  the  international 
application  for  the  applicant.  A  separate  power  of  attorney 
from  each  applicant  may  be  required. 

(e)  Any  indication  of  different  applicants  for  the  purpose  of 
different  Designated  Offices  must  be  shown  on  the  Request 
portion  of  the  international  apphcation. 

(f)  Requests  for  changes  in  the  indications  concerning  the 
applicant,  agent,  or  common  representative  of  an  international 
application  shall  be  made  in  accordance  with  PCT  Rule  92bis 
and  may  be  required  to  be  signed  by  all  applicants. 

(g)  Requests  for  withdrawals  of  the  international  applica- 
tion, designations,  priority  claims,  the  Demand,  or  elections 
shall  be  made  in  accordance  with  PCT  Rule  90bis  and  must  be 
signed  by  all  applicants.  A  separate  power  of  attorney  from  the 
applicants  will  be  required  for  the  purposes  of  any  request  for 
a  withdrawal  in  accordance  with  PCT  Rule  90bis  which  is  not 
signed  by  all  applicants.  The  submission  of  a  separate  power  of 
attorney  may  be  excused  upon  the  request  of  another  applicant 
where  one  or  more  inventors  cannot  be  found  or  reached  after 
diligent  effort.  Such  a  request  must  be  accompanied  by  a 
statement  explaining  to  the  satisfaction  of  the  Director  the  lack 
of  the  signature  concerned. 

§  1.424  [Removed] 

■  5.  Section  1.424  is  removed. 
§  1.425  [Removed] 

■  6.  Section  1.425  is  removed. 

■  7.  Section  1.431  is  amended  by  revising  paragraphs  (b)(3),  (c) 
and  (d)  to  read  as  follows: 

§  1.431  International  application  requirements. 

(b)  *  *  * 

(3)  The  international  application  contains  at  least  the  fol- 
lowing elements  (PCT  Art.  ll(l)(iii)): 

(i)  An  indication  that  it  is  intended  as  an  international 
application  (PCT  Rule  4.2); 

(ii)  The  designation  of  at  least  one  Contracting  State  of  the 
International  Patent  Cooperation  Union  (§  1.432); 

(iii)  The  name  of  the  applicant,  as  prescribed  (note  §§ 
1.421-1.423); 

(iv)  A  part  which  on  the  face  of  it  appears  to  be  a  description; 
and 

(v)  A  part  which  on  the  face  of  it  appears  to  be  a  claim. 
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(c)  Payment  of  the  international  filing  fee  (PCT  Rule  15.2) 
and  the  transmittal  and  search  fees  (§  1.445)  may  be  made  in 
full  at  the  time  the  international  application  papers  required  by 
paragraph  (b)  of  this  section  are  deposited  or  within  one  month 
thereafre/:  The  international  filing,  transmittal,  and  search  fee 
payable  is  the  international  filing,  transmittal,  and  search  fee  in 
effect  on  the  receipt  date  of  the  international  application. 

(1)  If  the  international  filing,  transmittal  and  search  fees  are 
not  paid  within  one  month  from  the  date  of  receipt  of  the 
international  application  and  prior  to  the  sending  of  a  notice  of 
deficiency  which  imposes  a  late  payment  fee,  applicant  will  be 
notified  and  given  one  month  within  which  to  pay  the  deficient 
fees  plus  the  late  payment  fee.  Subject  to  paragraph  (c)(2)  of 
this  section,  the  late  payment  fee  will  be  equal  to  the  greater  of: 

(i)  Fifty  percent  of  the  amount  of  the  deficient  fees;  or 
(ii)  An  amount  equal  to  the  transmittal  fee; 

(2)  The  late  payment  fee  shall  not  exceed  an  amount  equal 
to  the  25%  of  the  international  filing  fee  not  taking  into 
account  any  fee  for  each  sheet  of  the  international  application 
in  excess  of  thirty  sheets  (PCT  Rule  16^/5). 

(3)  The  one-month  time  limit  set  pursuant  to  paragraph  (c) 
of  this  section  to  pay  deficient  fees  may  not  be  extended. 

(d)  If  the  payment  needed  to  cover  the  transmittal  fee,  the 
international  filing  fee,  the  search  fee,  and  the  late  payment  fee 
pursuant  to  paragraph  (c)  of  this  section  is  not  timely  made  in 
accordance  with  PCT  Rule  \6bis.l(t),  the  Receiving  Office 
will  declare  the  international  application  withdrawn  under  PCT 
Article  14(3)(a). 

■  8.  Section  1.432  is  revised  to  read  as  follows: 

§  1.432  Designation  of  States  by  filing  an  international 
application. 

The  filing  of  an  international  application  request  shall 
constitute: 

(a)  The  designation  of  all  Contracting  States  that  are  bound 
by  the  Treaty  on  the  international  filing  date; 

(b)  An  indication  that  the  international  application  is,  in 
respect  of  each  designated  State  to  which  PCT  Article  43  or  44 
applies,  for  the  grant  of  every  kind  of  protection  which  is 
available  by  way  of  the  designation  of  that  State;  and 

(c)  An  indication  that  the  international  application  is,  in 
respect  of  each  designated  State  to  which  PCT  Article  45(1) 
applies,  for  the  grant  of  a  regional  patent  and  also,  unless  PCT 
Article  45(2)  applies,  a  national  patent. 

■  9.  Section  1.434  is  amended  by  revising  paragraph  (d)  and 
adding  paragraph  (e)  to  read  as  follows: 

§  1.434  The  request. 

(d)  For  the  purposes  of  the  designation  of  the  United  States 
of  America,  an  international  application  shall  include: 

(1)  The  name  of  the  inventor;  and 

(2)  A  reference  to  any  prior-filed  national  application  or 
international  application  designating  the  United  States  of 
America,  if  the  benefit  of  the  filing  date  for  the  prior-filed 
application  is  to  be  claimed. 

(e)  An  international  application  may  also  include  in  the 
Request  a  declaration  of  the  inventors  as  provided  for  in  PCT 
Rule4.17(iv). 

■  10.  Section  1.445  is  revised  to  read  follows: 

§  1.445  International  application  filing,  processing  and 
search  fees. 


(ii)  For  all  situations  not  provided  for  in  paragraph  (a)(2)(i) 
of  this  section— $1,000.00 

(3)  A  supplemental  search  fee  when  required,  per  additional 
invention— $1,000.00 

(4)  A  fee  equivalent  to  the  transmittal  fee  in  paragraph  (a)(1) 
of  this  section  for  transmittal  of  an  international  application  to 
the  International  Bureau  for  processing  in  its  capacity  as  a 
Receiving  Office  (PCT  Rule  19.4). 

(b)  The  international  filing  fee  shall  be  as  prescribed  in  PCT 
Rule  15. 

■11.  Section  1.455  is  amended  by  revising  paragraph  (b)  to 
read  as  follows: 

§  1.455  Representation  in  international  applications. 

(b)  Appointment  of  an  agent,  attorney  or  common  represen- 
tative (PCT  Rule  4.8)  must  be  effected  either  in  the  Request 
form,  signed  by  applicant,  in  the  Demand  form,  signed  by 
applicant,  or  in  a  separate  power  of  attorney  submitted  either  to 
the  United  States  Receiving  Office  or  to  the  International 
Bureau. 

•  12.  Section  1.480  is  amended  by  revising  paragraph  (a)  and 
adding  paragraphs  (d)  and  (e)  to  read  as  follows: 

§  1.480  Demand  for  international  preliminary  examination. 

(a)  On  the  filing  of  a  proper  Demand  in  an  application  for 
which  the  United  States  International  Preliminary  Examining 
Authority  is  competent  and  for  which  the  fees  have  been  paid, 
the  international  application  shall  be  the  subject  of  an  interna- 
tional preliminary  examination.  The  preliminary  examination 
fee  (§  1.482(a)(1))  and  the  handling  fee  (§  1.482(b))  shall  be 
due  within  the  applicable  time  limit  set  forth  in  PCT  Rule  57.3. 

(d)  The  filing  of  a  Demand  shall  constitute  the  election  of  all 
Contracting  States  which  are  designated  and  are  bound  by 
Chapter  II  of  the  Treaty  on  the  international  filing  date  (PCT 
Rule  53.7). 

(e)  Any  Demand  filed  after  the  expiration  of  the  applicable 
time  limit  set  forth  in  PCT  Rule  54bis.\{a.)  shall  be  considered 
as  if  it  had  not  been  submitted  (PCT  Rule  54bis.l{h)). 

■  13.  Section  1.481  is  amended  by  revising  paragraph  (a)  to 
read  as  follows: 

§  1.481  Payment  of  international  preliminary  examination 
fees. 

(a)  The  handling  and  preliminary  examination  fees  shall  be 
paid  within  the  time  period  set  in  PCT  Rule  57.3.  The  handling 
fee  or  preliminary  examination  fee  payable  is  the  handling  fee 
or  preliminary  examination  fee  in  effect  on  the  date  of 
payment. 

(1)  If  the  handling  and  preliminary  examination  fees  are  not 
paid  within  the  time  period  set  in  PCT  Rule  57.3,  applicant  will 
be  notified  and  given  one  month  within  which  to  pay  the 
deficient  fees  plus  a  late  payment  fee  equal  to  the  greater  of: 

(i)  Fifty  percent  of  the  amount  of  the  deficient  fees,  but  not 
exceeding  an  amount  equal  to  double  the  handling  fee;  or 
(ii)  An  amount  equal  to  the  handhng  fee  (PCT  Rule  5Sbis.2). 

(2)  The  one-month  time  limit  set  in  this  paragraph  to  pay 
deficient  fees  may  not  be  extended. 


(a)  The  following  fees  and  charges  for  international  appli- 
cations are  established  by  the  Director  under  the  authority  of 
35  U.S.C.  376: 

(1)  A  transmittal  fee  (see  35  U.S.C.  361(d)  and  PCT  Rule 
14)—  $300.00 

(2)  A  search  fee  (see  35  U.S.C.  361(d)  and  PCT  Rule  16): 
(i)  If  a  corresponding  prior  United  States  National  applica- 
tion filed  under  35  U.S.C.  111(a)  with  the  filing  fee  under  § 
1.16(a)  has  been  filed  and  the  corresponding  prior  United 
States  National  application  is  identified  by  application  number, 
if  known,  or  if  the  application  number  is  not  known  by  the 
filing  date,  title,  and  name  of  applicant  (and  preferably  the 
application  docket  number),  in  the  international  application  or 
accompanying  papers  at  the  time  of  filing  the  international 
application — $300.00 


■  14.  Section  1.482  is  revised  to  read  as  follows: 

§  1.482  International  preliminary  examination  fees. 

(a)  The  following  fees  and  charges  for  international  prelimi- 
nary examination  are  established  by  the  Director  under  the 
authority  of  35  U.S.C.  376: 

(1)  The  following  preliminary  examination  fee  is  due  on 
filing  the  Demand: 

(i)  If  an  international  search  fee  as  set  forth  in  §  1.445(a)(2) 
has  been  paid  on  the  international  application  to  the  United 
States  Patent  and  Trademark  Ofiice  as  an  International  Search- 
ing Authority— $600.00 
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(ii)  If  the  International  Searching  Authority  for  the  interna- 
tional application  was  an  authority  other  than  the  United  States 
Patent  and  Trademark  Office— $750.00 

(2)  An  additional  preliminary  examination  fee  when  re- 
quired, per  additional  invention — $600.00 

(b)  The  handling  fee  is  due  on  filing  the  Demand  and  shall 
be  as  prescribed  in  PCT  Rule  57. 

■  15.  Section  1.484  is  amended  by  revising  paragraphs  (b),  (e) 
through  (g)  and  adding  paragraphs  (h)  and  (i)  to  read  as 
follows: 

§  1.484  Conduct  of  international  preliminary  examination. 

(b)  International  preliminary  examination  will  begin  in 
accordance  with  PCT  Rule  69.1. 

(e)  The  written  opinion  estabhshed  by  the  International 
Searching  Authority  under  PCT  Rule  43bis.  1  shall  be  consid- 
ered to  be  a  written  opinion  of  the  United  States  International 
Preliminary  Examining  Authority  for  the  purposes  of  para- 
graph (d)  of  this  section. 

(f)  The  International  Preliminary  Examining  Authority  may 
establish  further  written  opinions  under  paragraph  (d)  of  this 
section. 

(g)  If  no  written  opinion  under  paragraph  (d)  of  this  section 
is  necessary,  or  if  no  further  written  opinion  under  paragraph 
(f)  of  this  section  is  to  be  established,  or  after  any  written 
opinion  and  the  reply  thereto  or  the  expiration  of  the  time  limit 
for  reply  to  such  written  opinion,  an  international  preliminary 
examination  report  will  be  established  by  the  International 
Preliminary  Examining  Authority.  One  copy  will  be  submitted 
to  the  International  Bureau  and  one  copy  will  be  submitted  to 
the  applicant. 

(h)  An  apphcant  will  be  permitted  a  personal  or  telephone 
interview  with  the  examiner,  which  may  be  requested  after  the 
filing  of  a  Demand,  and  must  be  conducted  during  the  period 
between  the  establishment  of  the  written  opinion  and  the 
establishment  of  the  international  preliminary  examination 
report.  Additional  interviews  may  be  conducted  where  the 
examiner  determines  that  such  additional  interviews  may  be 
helpful  to  advancing  the  international  preliminary  examination 
procedure.  A  summary  of  any  such  personal  or  telephone 
interview  must  be  filed  by  the  apphcant  or,  if  not  filed  by 
applicant  be  made  of  record  in  the  file  by  the  examiner. 

(i)  If  the  application  whose  priority  is  claimed  in  the 
international  appUcation  is  in  a  language  other  than  English, 
the  United  States  International  Prehminary  Examining  Author- 
ity may,  where  the  validity  of  the  priority  claim  is  relevant  for 
the  formulation  of  the  opinion  referred  to  in  Article  33(1), 
invite  the  applicant  to  furnish  an  English  translation  of  the 
priority  document  within  two  months  from  the  date  of  the 
invitation.  If  the  translation  is  not  furnished  within  that  time 
limit,  the  international  prehminary  report  may  be  established 
as  if  the  priority  had  not  been  claimed. 


October  10,  2003 


JON  W.  DUDAS 

Deputy  Under  Secretary  of 

Commerce  for  Intellectual  Property 

and  Deputy  Director  of  the  United 

States  Patent  and  Trademark  Office 

[1276  OG  61] 


(1"^^  Clarification  of  Notice 

Concerning  EPO  Competence  to 
Act  as  a  PCT  Authority 

On  23  January  2002,  the  United  States  Patent  and  Trade- 
mark Office  (USPTO)  issued  a  notice  indicating  that  the 
European  Patent  Organisation  (EPO)  had  notified  the  Interna- 
tional Bureau  of  the  World  Intellectual  Property  Organization 
(WIPO)  and  the  USPTO  that  the  EPO  had  decided  to  limit  their 
competence  to  act  as  both  an  International  Searching  Authority 
and  an  International  Prehminary  Examining  Authority  for 
certain  apphcations  filed  by  applicants  who  are  residents  or 
nationals  of  the  United  States  (US).  The  subject  matter,  which 
will  be  precluded  as  of  01  March  2002,  includes  business 
methods,  biotechnology  and  telecommunications. 


In  the  23  January  2002  notice,  the  USPTO  indicated  that  the 
EPO  had  not  published  any  procedures  outUning  their  intent  to 
refund  any  fees  in  apphcations  where  the  EPO  determines  that 
it  is  not  competent.  The  USPTO  has  now  been  informed  by  the 
EPO  that  they  will  check  to  see  if  they  are  a  competent 
International  Searching  Authority  for  PCT/US  or  PCT/IB 
applications  filed  on  or  after  01  March  2002,  and  where  the 
EPO  determines  that  they  are  not  competent,  the  EPO  will 
inform  the  applicant,  the  IB  and  the  USPTO  accordingly.  The 
EPO  will  then  transfer  both  the  search  copy  and  the  search  fee 
to  the  USPTO.  Where  a  demand  is  filed  with  the  EPO  after  01 
March  2002,  and  the  EPO  determines  that  they  are  not 
competent  to  act  as  the  International  Preliminary  Examining 
Authority,  the  EPO  will  inform  the  apphcant,  the  IB  and  the 
USPTO.  The  EPO  will  then  transmit  the  demand  to  the  USPTO 
and  refund  any  fees  paid  to  the  apphcant. 

The  USPTO  has  now  been  informed  by  the  EPO  that  they 
will  not  be  performing  international  searches  and  international 
preliminary  examinations  for  residents  and  nationals  of  the 
United  States  in  apphcations  even  in  those  situations  where  an 
EPO  search  and  examination  is  being  performed  on  the  same 
subject  matter  in  a  concurrently  filed  Euro-direct  apphcation  or 
a  concurrent  regional  stage  entry  in  the  EPO  if  the  apphcation 
contains  subject  matter  directed  to  one  of  the  precluded  areas 
of  technology. 


March  5,  2002 


STEPHEN  G.  KUNIN 

Deputy  Commissioner  for 

Patent  Examination  Policy 
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(192)        Notice  Concerning  EPO  Competence  to 
Act  as  a  PCT  Authority 

The  European  Patent  Office  (EPO)  has  notified  the  Interna- 
tional Bureau  of  the  World  Intellectual  Property  Organization 
(WIPO)  and  the  United  States  Patent  and  Trademark  Office 
(USPTO)  that  the  EPO  will  Umit  their  competence  to  act  as 
both  an  International  Searching  Authority  and  an  International 
Prehminary  Examining  Authority  for  certain  apphcations  filed 
by  applicants  who  are  residents  or  nationals  United  States 
(US). 

The  EPO  will  no  longer  be  a  competent  International 
Searching  Authority  (ISA),  within  the  meaning  of  PCT  Article 
16(3),  for  international  apphcations  filed  by  US  residents  or 
nationals  on  or  after  01  March  2002  in  the  USPTO  or 
International  Bureau  (IB)  as  receiving  Office,  and  where  the 
application  contains  one  or  more  claims  directed  to  the  fields 
of  biotechnology  or  business  methods.  For  the  definition  of 
what  the  EPO  considers  to  be  precluded  subject  matter  in  the 
fields  of  biotechnology  and  business  methods,  applicants 
should  see  the  "Notice  from  the  President  of  the  European 
Patent  Office,"  dated  26  November  2001,  and  which  is  attached 
to  this  Notice  as  Annex  A. 

The  EPO  will  no  longer  be  a  competent  International 
Prehminary  Examining  Authority  (IPEA),  within  the  meaning 
of  PCT  Article  32(3),  for  international  apphcations  filed  by  US 
residents  or  nationals  in  the  USPTO  or  IB  as  receiving  Office 
where  the  corresponding  demand  is  filed  with  the  EPO  on  or 
after  01  March  2002,  and  where  the  application  contains  one  or 
more  claims  directed  to  the  fields  of  biotechnology,  business 
methods  or  telecommunication.  For  the  definition  of  what  the 
EPO  considers  to  be  precluded  subject  matter  in  the  field  of 
telecommunication,  applicants  should  see  the  "Notice  from  the 
President  of  the  European  Patent  Office,"  dated  26  November 
2001,  and  which  is  attached  to  this  Notice  as  Annex  A.  This 
limitation  applies  to  all  demands  received  at  the  EPO  on  or 
after  01  March  2002  including  demands  in  apphcations  that 
were  filed  before  01  March  2002  for  which  the  EPO  was  still 
the  competent  ISA. 

Residents  or  nationals  of  the  US  should  not  select  the 
EPO  as  the  ISA/IPEA  when  filing  applications  in  the 
above-listed  technologies.  The  classification  of  an  interna- 
tional apphcation  is  a  function  of  the  ISA  (PCT  Rule  43.3(b)), 
and  as  such,  the  United  States  Receiving  Office  (RO/US)  has 
neither  the  resources  nor  the  authority  to  determine  if  apphca- 
tions fall  within  the  above  International  Patent  Classification 
Units.  Therefore,  the  RO/US  will  rely  solely  on  applicant 
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determinations  as  to  the  area  of  classification  and  the 
resulting  competency  of  the  EPO,  and  as  such,  the  RO/US 
will  forward  all  applications  in  which  the  EPO  is  indicated 

as  the  ISA/IPEA  in  our  normal  course  of  doing  business. 

The  EPO  has  not  published  any  procedures  outlining  their 
intent  to  refund  any  fees  in  applications  where  the  EPO 
determines  that  it  is  not  competent.  If  the  application  is 
forwarded  to  the  ISAAJS  under  these  conditions,  applicant 
will  be  required  to  pay  the  current  fees  required  by  the 
RO/US  in  order  to  avoid  withdrawal  of  the  international 
application. 

The  USPTO  understands  that  the  EPO  will  perform  inter- 
national searches  and  international  preliminary  examinations 
for  residents  and  nationals  of  the  US  in  applications  where  the 
applicant  has  either  filed  a  concurrent  Euro-direct  application 
or  has  requested  concurrent  regional  stage  entry  in  the  EPO 
regardless  of  whether  the  application  is  directed  to  subject 
matter  in  one  of  the  precluded  areas  of  technology. 

Those  applicants  who  would  be  filing  demands  in  the  EPO 
or  the  USPTO  solely  for  the  purpose  of  extending  the  deadline 
for  national  stage  entry  from  twenty  (20)  to  thirty  (30)  months 
should  note  that  this  may  no  longer  be  necessary,  as  discussed 
below. 

The  PCT  Assembly  decided  to  amend  the  time  limits  in  PCT 
Article  22(1)  for  entry  into  the  national  stage  from  20  to  30 
months  from  the  earliest  priority  date,  effective  01  April  2002. 
Subject  to  the  following  paragraph,  this  new  time  limit  applies 
to  international  applications  in  respect  of  which  the  period  of 
20  months  from  the  earliest  priority  date  expires  on  or  after  01 
April  2002. 

Since  a  number  of  countries  will  have  to  modify  their 
national  law  to  implement  this  change,  the  IB  has  provided 
transitional  arrangements  that  will  allow  each  country  to 
postpone  enactment  so  long  as  notice  is  provided  to  the  IB  by 
31  January  2002.  In  countries  that  find  it  necessary  to  postpone 
enactment,  an  applicant  wishing  to  benefit  from  the  30-month 
time  limit  must  file  a  demand  before  the  19  months  from  the 
earliest  priority  date.  However,  if  the  countries  in  which 
applicant  desires  to  enter  the  national  stage  do  not  have  such 
transitional  arrangements,  and  the  applicant  desires  merely  to 
delay  national  stage  entry  to  30  months  from  the  earliest 
priority  date,  it  will  no  longer  be  necessary  for  applicant  to  file 
a  demand. 


January  16,  2002 


Annex  A 


STEPHEN  G.  KUNIN 

Deputy  Commissioner  for  Patent 

Examination  Policy 


Notice  from  the  President  of  the  European  Patent  Ofiice  dated 
26  November  2001  concerning  limitation  of  the  EPO's  com- 
petence as  a  PCT  authority 

Limitation  criteria 

1.  Pursuant  to  Article  3(4)(a)(ii)  of  the  PCT  Agreement 
between  the  European  Patent  Organisation  and  the  Interna- 
tional Bureau  of  the  World  Intellectual  Property  Organization, 
as  amended  with  effect  from  1  November  2001  (OJ  EPO 
2001,601),  the  European  Patent  Office  (EPO)  will  not  carry 
out 

(a)  international  search  in  respect  of  any  international  appli- 
cation filed  on  or  after  1  March  2002  by  a  national  or 
resident  of  the  United  States  of  America  with  the  United 
States  Patent  and  Trademark  Office  (USPTO)  or  the  Inter- 
national Bureau  (IB)  as  receiving  Ofiice  where  such  applica- 
tion contains  one  or  more  claims  relating  to  the  fields  of 
biotechnology  or  business  methods,  as  defined  by  the  Inter- 
national Patent  Classification  units  indicated  below  in  para- 
graphs 3  and  4. 

(b)  international  preliminary  examination  in  respect  of  any 
international  application  filed  by  a  national  or  resident  of  the 
United  States  of  America  with  the  USPTO  or  the  IB  as 
receiving  Office  where  the  corresponding  demand  is  filed  with 
the  EPO  on  or  after  1  March  2002  and  the  application 
contains  one  or  more  claims  relating  to  the  fields  of  biotech- 
nology or  business  methods  as  referred  to  in  sub-paragraph 


(a)  above  or  to  the  field  of  telecommunication  as  defined  by 
the  International  Patent  Classification  unit  indicated  below  in 
paragraph  5. 

2.  Without  prejudice  to  the  right  of  the  EPO  to  issue  any  further 
notice  under  Article  3(4)  of  the  PCT  Agreement  which  it  may 
consider  necessary,  the  initial  duration  of  these  limitations  will 
be  three  years  (Article  3(4)(c)  of  the  PCT  Agreement). 

International  Patent  Classification 

3.  Biotechnology 

C12M  Apparatus  for  enzymology  or  microbiology 

C12N  Micro-organisms  or  enzymes;  compositions 

thereof 

C12P        Fermentation  or  enzyme-using  processes  to 

synthesise  a  desired  chemical  compound  or  com- 
position or  to  separate  optical  isomers  from  a 
racemic  mixture 

C12Q  Measuring  or  testing  processes  involving  enzymes 
or  micro-organisms;  compositions  or  test  papers 
therefor;  processes  of  preparing  such  compositions; 
condition-responsive  control  in  microbiological  or 
enzymological  processes 

C07K         Peptides 

G01N33/50  (including  subdivisions) 

Chemical  analysis  of  biological  material,  e.g. 
blood,  urine;  testing  involving  biospecific  ligand 
binding  methods;  immunological  testing 

A61K39  Medicinal  preparations  containing  antigens  or  anti- 
bodies 

A61K48  Medicinal  preparations  containing  genetic  material 
which  is  inserted  into  cells  of  the  living  body  to 
treat  genetic  diseases;  gene  therapy 

AOIH  New  plants  or  processes  for  obtaining  them;  plant 
reproduction  by  tissue  culture  techniques 

For  information:  US  classes  covering  corresponding  subject- 
matter 
424      Drug,  bio-affecting  and  body  treating  compositions 

435  Chemistry:  molecular  biology  and  microbiology 

436  Chemistry:  analytical  and  immunological  testing 
514      Drug,  bio-affecting  and  body  treating  compositions 
530      Chemistry:  natural  resins  or  derivatives;  peptides  or 

proteins;  lignins  or  reaction  products  thereof 
536      Organic  compounds-part  of  the  class  532-570  series 
800      Multicellular  living  organisms  and  unmodified  parts 

thereof 
930     Peptide  or  protein  sequence 

4.  Business  method  related  inventions 

G06F 17/60  Digital  computing  or  data  processing  equipment 
or  methods,  specially  adapted  for  specific  func- 
tions: administrative,  commercial,  managerial, 
supervisory  or  forecasting  purposes.  If  an  appli- 
cation falls  within  this  subgroup  but  does  not 
relate  to  business  methods,  the  EPO's  compe- 
tence is  not  affected. 

For  information:  US  class  covering  corresponding  subject- 
matter 

705  Data  processing:  financial,  business  practice,  manage- 
ment, or  cost/price  determination 

5.  Telecommunication 

H04     Electric  communication  technique  with  the  exception 
of  H04N:  pictorial  communication,  e.g.  television 

For  information:  US  classes  covering  corresponding  subject- 
matter 

370     Multiplex  communications 
375      Pulse  or  digital  communications 

379  Telephonic  communication 

380  Cryptography 

381  Electrical  audio  signal  processing  systems  and  devices 
455      Telecommunications 

Notes 

6.  The  EPO  is  no  longer  the  competent  authority  within  the 
meaning  of  Article  16(3)(b)l  and  Article  32(3)  PCT  for 
applications  meeting  the  criteria  defined  in  paragraph  1. 
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7.  Paragraph  1  also  applies  to  applications  filed  with  the  IB 
rather  than  the  USPTO  by  two  or  more  applicants, 

-  at  least  one  of  whom  is  a  national  or  resident  of  the  USA, 
and 

-  none  of  whom  are  nationals  or  residents  of  an  EPC 
contracting  state. 

8.  It  is  not  possible  to  reassign  competence  to  the  EPO  by 
changing  the  applicant  after  the  application  has  been  filed  with 
the  USPTO  or  the  IB. 

9.  The  hmitation  criteria  in  paragraph  1(b)  apply  to  all 
demands  for  international  preliminary  examination  received  at 
the  EPO  on  or  after  1  March  2002  (sic),  which  means  they  are 
also  applicable  to  applications  filed  before  1  March  2002  for 
which  the  EPO  was  still  the  competent  International  Searching 
Authority. 


'The  receiving  Office  deletes  the  indication  of  any  non- 
competent  International  Searching  Authority  ex  officio  (Re- 
ceiving Office  Guidehnes,  No.  115,  PCT  Gazette— IV,  29  of  17 
September  1998). 

^Demands  for  international  preliminary  examination  submitted 
to  a  non-competent  authority  are  subject  to  Rule  59.3  PCT. 

[1255  OG  878] 


(193) 


Notice  Regarding  Modification  of 
Time  Limits  Fixed  in  Article  22(1) 


The  International  Bureau  of  the  World  Intellectual  Property 
Organization  (WIPO)  has  notified  the  United  States  Patent  and 
Trademark  Office  (USPTO)  that  the  following  twenty-four  (24) 
countries  have  indicated  that  the  change  to  PCT  Article  22  is 
incompatible  with  their  national  laws: 


AU  Australia 

BG  Bulgaria 

BR  Brazil 

CH  Switzerland 

CN  China 

DK  Denmark 

EE  Estonia 

FI    Finland 

GB  United  Kingdom 

HR  Croatia 

HU  Hungary 

IL    Israel 


JP    Japan 

KR  Republic  of  Korea 

LU  Luxembourg 

NO  Norway 

SE    Sweden 

SG  Singapore 

SK  Slovakia 

TZ   United  Republic  of  Tanzania 

UG  Uganda 

YU  Yugoslavia 

ZA  South  Africa 

ZM  Zambia 


Applicants  are  cautioned  that  a  Demand  for  international 
preliminary  examination  must  be  filed  by  nineteen  (19)  months 
from  the  earliest  claimed  priority  date  in  order  to  delay 
national  stage  entry  in  these  countries  until  thirty  (30)  months 
from  the  earliest  claimed  priority  date. 

For  more  information  regarding  these  changes,  applicant 
should  see  the  WIPO  website  at  http://www.wipo.int/pct/en/ 
index.html  under  "Notifications  concerning  non  applicability 
(as  of  April  1,  2002)  of  new  (30-month)  time  limit  under 
modified  Article  22(1)"  and  "FAQ's  on  the  effect  of  the 
modification  of  PCT  Article  22(1)  time  limit." 

Applicants  merely  interested  in  postponing  national 
stage  entry  until  thirty  (30)  months  from  the  earliest 
claimed  priority  date  in  the  above  listed  countries,  may  file 
with  the  Demand,  a  request  to  waive  both  the  written 
opinion  and  the  international  preliminary  examination 
report  with  the  USPTO. 


March  5,  2002 


STEPHEN  G.  KUNIN 

Deputy  Commissioner  for 

Patent  Examination  Policy 
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^^^^^  DEPARTMENT  OF  COMMERCE 

Patent  and  Trademark  Office 

37  CFR  Part  1 

[Docket  No.  011108271-1271-01] 

RIN  0651-AB44 

Revision  of  the  Time  Limit  for 

National  Stage  Commencement  in  the 

United  States  for  Patent  Cooperation  Treaty  Applications 

AGENCY:  Patent  and  Trademark  Office,  Commerce. 

ACTION:  Final  rule. 

SUMMARY:  The  United  States  Patent  and  Trademark  Office 
(Office)  is  revising  the  rules  of  practice  relating  to  apphcations 
filed  under  the  Patent  Cooperation  Treaty  (PCT).  This  rule 
modifies  the  Office's  rules  of  practice  to  comply  with  an 
amendment  to  the  PCT.  The  changes  in  this  rule  specifically 
involve  revising  the  rules  of  practice  consistent  with  the 
change  to  the  PCT  to  have  a  single  time  hmit  for  national  stage 
commencement  for  apphcations  filed  under  the  PCT  regard- 
less of  whether  the  applicant  filed  a  Demand  for  an  interna- 
tional preliminary  examination. 

DATES:  Effective  Date:  April  1,  2002. 

Applicability  Date:  The  changes  in  this  final  rule  apply  to 
any  international  (PCT)  application  in  which  the  twenty-month 
period  from  the  priority  date  expires  on  or  after  April  1,  2002, 
and  in  which  the  applicant  has  not  yet  entered  the  national 
stage  as  defined  in  37  CFR  1.491(b)  by  April  1,  2002. 

FOR  FURTHER  INFORMATION  CONTACT:  Charles  A. 
Pearson,  Director,  Office  of  PCT  Legal  Administration,  by 
telephone  at  (703)  306-4145,  or  Boris  Milef,  Legal  Examiner, 
Office  of  PCT  Legal  Administration,  by  telephone  at  (703) 
308-3659,  or  by  mail  addressed  to:  Box  PCT — Patents,  Com- 
missioner for  Patents,  Washington,  D.C.  20231,  or  by  facsimile 
to  (703)  308-6459,  marked  to  the  attention  of  Boris  Milef. 

SUPPLEMENTARY  INFORMATION:  During  a  Septem 
ber-October  2001  meeting  of  the  Governing  Bodies  of  the 
World  Intellectual  Property  Organization  (WIPO),  the  PCT 
Assembly  adopted  an  amendment  to  the  PCT  Article  22. 
Specifically,  PCT  Article  22  was  amended  to  change  its  time 
limit  for  entering  the  national  stage  of  twenty  months  from  the 
priority  date  of  the  PCT  application  to  a  time  hmit  of  thirty 
months  from  the  priority  date  of  the  PCT  application.  See  PCT 
Article  47  (allows  the  time  limits  fixed  in  PCT  Chapters  I  and 
II  to  be  modified  by  a  decision  of  the  Contracting  States 
through  the  PCT  Assembly,  subject  to  certain  conditions).  This 
amendment  to  PCT  Article  22  takes  effect  on  April  1,  2002. 

With  this  amendment  to  PCT  Article  22,  the  time  limit  under 
PCT  Article  22  and  the  time  limit  under  PCT  Article  39  will  be 
the  same:  thirty  months  from  the  priority  date  of  the  PCT 
application.  Thus,  the  PCT  will  provide  a  single  time  period  for 
national  stage  commencement  for  PCT  apphcations,  regardless 
of  whether  the  applicant  filed  a  Demand  for  an  international 
preliminary  examination.  Therefore,  applicants  will  no  longer 
be  required  to  file  a  Demand  for  an  international  preUminary 
examination  under  PCT  Article  3 1  (and  pay  the  international 
preliminary  examination  fees  under  37  CFR  1.482)  in  order  to 
delay  commencement  of  the  national  stage  until  thirty  months 
from  the  priority  date.  An  applicant's  decision  whether  to  file 
a  Demand  under  PCT  Article  3 1  may  be  based  upon  whether 
the  applicant  wants  an  international  preliminary  examination 
report,  and  not  upon  whether  the  applicant  wants  to  delay 
commencement  of  the  national  stage  until  thirty  months  from 
the  priority  date. 

Discussion  of  Specific  Rules 

Title  37  of  the  Code  of  Federal  Regulations,  Part  1,  is 
amended  as  follows: 

Section  1.8:  Section  1.8(a)(2)(i)(F)  is  amended  to  ehminate 
its  reference  to  §  1.494  (which  is  removed  and  reserved). 

Section  1.14:  Section  1.14(d)(4)  is  amended  to  ehminate  its 
reference  to  §  1.494  (which  is  removed  and  reserved). 

Section  1.25:  Section  1.25(b)  is  amended  to  ehminate  its 
reference  to  §  1.494  (which  is  removed  and  reserved).  Section 
1.25  is  also  amended  to  place  the  sentence  "[a]n  authorization 
to  charge  a  fee  to  a  deposit  account  will  not  be  considered 
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payment  of  the  fee  on  the  date  the  authorization  to  charge  the 
fee  is  effective  as  to  the  particular  fee  to  be  charged  unless 
sufficient  funds  are  present  in  the  account  to  cover  the  fee"  at 
the  end  of  the  paragraph  because  that  provision  is  applicable  to 
all  of  the  charges  provided  for  in  §  1.25(b). 

Section  1.41:  Section  1.41(a)(4)  is  amended  to  state  that  the 
inventorship  of  an  international  application  entering  the  na- 
tional stage  under  35  U.S.C.  371  is  that  inventorship  set  forth 
in  the  international  application,  and  to  indicate  that  the 
inventorship  set  forth  in  the  international  application  includes 
any  change  effected  under  PCT  Rule  92bis.  Section  1.41(a)(4) 
is  also  amended  to  refer  to  §  1 .497(d)  and  (f)  for  filing  an  oath 
or  declaration  naming  an  inventive  entity  different  from  the 
inventive  entity  named  in  the  intemationfil  application,  or  if  a 
change  to  the  inventive  entity  has  been  effected  under  PCT 
Rule  92bis  subsequent  to  the  execution  of  any  declaration  filed 
under  PCT  Rule  4.17(iv). 

Section  1.48:  Section  1.48(f)(1)  is  amended  to  change 
"enter  the  national  stage  under  35  U.S.C.  371  and  §  1.494  or  § 
1.495"  to  "enter  the  national  stage  under  35  U.S.C.  371"  (§ 

1.494  is  removed  and  reserved). 

Section  1.103:  Section  1.103(d)(1)  is  amended  to  eliminate 
its  reference  to  §  1.494  (which  is  removed  and  reserved). 

Section  1.417:  Section  1.417  is  amended  to  eliminate  its 
reference  to  §  1.494  (which  is  removed  and  reserved). 

Section  1.480:  Section  1.480  is  amended  to  remove  para- 
graph (c)  and  redesignate  paragraph  (d)  as  paragraph  (c). 
Former  §  1.480(c)  is  now  unnecessary  because  the  provisions 
of  §  1.495  apply  regardless  of  whether  a  Demand  is  made  prior 
to  the  expiration  of  the  nineteenth  month  from  the  priority  date. 

Section  1.491:  Section  1.491  is  amended  to  define  both 
commencement  of  the  national  stage  and  entry  into  the 
national  stage.  Because  these  two  events  (commencement  of 
the  national  stage  and  entry  into  the  national  stage)  may  not 
take  place  at  the  same  time,  the  Office  is  amending  §  1.491  to 
clarify  when  each  of  these  two  events  takes  place.  Section 
1.491(a)  incorporates  the  statutory  language  contained  in  35 
U.S.C.  371(b),  thus  providing  that  "[s]ubject  to  35  U.S.C. 
371(f),  the  national  stage  shall  commence  with  the  expiration 
of  the  applicable  time  limit  under  PCT  Article  22(1)  or  (2),  or 
under  PCT  Article  39(l)(a)."  However,  in  view  of  the  amend- 
ment to  PCT  Article  22,  the  time  limit  under  PCT  Article  22(1) 
or  (2)  is  now  the  same  as  the  time  limit  under  PCT  Article 
39(1  )(a):  thirty  months  from  the  priority  date  of  the  PCT 
application. 

Section  1.491(b)  contains  the  provisions  of  former  §  1.491 
amended  to  eliminate  its  reference  to  §  1.494  (which  is 
removed  and  reserved),  and  provides  that  an  international 
application  enters  the  national  stage  when  the  applicant  has 
filed  the  documents  and  fees  required  by  35  U.S.C.  371(c) 
within  the  period  set  in  §  1.495. 

The  Office  previously  published  a  temporary  rule  that 
amends  §  1.491  to  define  both  commencement  of  the  national 
stage  and  entry  into  the  national  stage  in  the  manner  discussed 
above.  See  Timing  of  National  Stage  Commencement  in  the 
United  States  for  Patent  Cooperation  Treaty  Applications,  66 
FR  45775  (Aug.  30,  2001),  1250  Off.  Gaz.  Pat.  Office  147 
(Sept.  25,  2001).  The  Office  also  published  a  notice  proposing 
the  above  change  to  §  1 .49 1  for  public  comment.  See  Require- 
ments for  Claiming  the  Benefit  of  Prior-Filed  Applications 
Under  Eighteen-Month  Publication  of  Patent  Applications,  66 
FR  46409  (Sept.  5,  2001),  1251  Off.  Gaz.  Pat.  Office  16  (Oct. 
2,  2001).  The  Office  received  no  comment  on  the  proposed 
change  to  §  1.491. 

Section  1.492:  Sections  1.492(e)  and  (f)  are  amended  to 
eliminate  their  reference  to  §  1.494  (which  is  removed  and 
reserved). 

Section  1.494:  Section  1.494  is  removed  and  reserved. 
Since  the  time  period  for  commencement  of  the  national  stage 
in  the  United  States  of  America  will  not  depend  upon  whether 
the  applicant  has  filed  a  Demand  under  PCT  Article  31,  it  will 
no  longer  be  necessary  to  provide  separately  in  §  1 .494  and  § 

1.495  for  the  time  period  for  filing  the  documents  and  fees 
required  by  35  U.S.C.  371(c)  for:  (1)  Applications  in  which  a 
Demand  under  Article  31  has  not  been  filed  within  nineteen 
months  from  the  priority  date  (§  1.494);  and  (2)  applications  in 
which  a  Demand  under  Article  31  has  been  filed  within 
nineteen  months  from  the  priority  date  (§  1.495). 

Section  1.495:  Section  1.495  is  amended  to  be  apphcable 
regardless  of  whether  the  applicant  has  filed  a  Demand  under 
Article  31  within  nineteen  months  from  the  priority  date. 
Section  1 .495  is  also  amended  to  eliminate  unassociated  text  in 
§  1.495(b)  and  §  1.495(c). 


Section  1.497:  Sections  1.497(a)  and  1.497(c)  are  amended 
to  eliminate  their  reference  to  §  1 .494  (which  is  removed  and 
reserved). 

Section  1 .497(d)  is  amended  to  clarify  that  if  a  change  to  the 
inventive  entity  has  been  effected  under  PCT  Rule  92bis 
subsequent  to  the  execution  of  any  oath  or  declaration  that  was 
filed  in  the  application  under  PCT  Rule  4. 17(iv)  or  §  1 .497,  the 
requirements  of  §  1.497(d)(1)  through  (d)(4)  apply  only  if  the 
inventive  entity  changed  pursuant  to  PCT  Rule  92bis  is 
different  from  the  inventive  entity  identified  in  any  previously 
filed  oath  or  declaration  application  under  PCT  Rule  4.17(iv) 
or  §  1.497.  Section  1.497(d)  is  also  amended  such  that  a  new 
oath  or  declaration  is  not  required  under  §  1.497(d)  unless  a 
new  oath  or  declaration  is  required  by  §  1.497(f).  Section 
1 .497(f)  is  amended  to  provide  that  a  new  oath  or  declaration 
under  §  1.497  is  not  required  when  a  change  in  the  inventive 
entity  is  effected  under  PCT  Rule  92bis  after  the  declaration 
was  executed  unless  no  declaration  which  sets  forth  and  is 
executed  by  the  inventive  entity  as  so  changed  has  been  filed 
in  the  application.  Therefore,  if  a  declaration  under  PCT  Rule 
4.17(iv)  naming  and  executed  by  a  first  inventive  entity  is 
followed  by  a  change  of  inventive  entity  under  PCT  Rule  92bis 
and  a  new  declaration  under  PCT  Rule  4.17(iv)  naming  and 
executed  by  the  new  (second)  inventive  entity  filed  in  the 
application,  the  applicant  must  comply  with  the  requirements 
of  §  1.497(d)  to  enter  the  national  stage  but  a  new  oath  or 
declaration  under  §  1.497  is  not  required  because  the  applica- 
tion contains  a  declaration  under  PCT  Rule  4.17(iv)  setting 
forth  the  inventive  entity  as  changed  pursuant  to  PCT  Rule 
92bis. 

Classification 

Administrative  Procedure  Act 

The  changes  in  this  final  rule  relate  solely  to  Office  practices 
and  procedures  for  patent  applications  filed  under  the  PCT. 
Accordingly,  this  final  rule  involves  rules  of  agency  practice 
and  procedure  under  5  U.S.C.  553(b)(A),  and  may  be  adopted 
without  prior  notice  and  opportunity  for  public  comment  under 
5  U.S.C.  553(b)  and  (c),  or  thirty-day  advance  publication 
under  5  U.S.C.  553(d).  See  Bachow  Communications  Inc.  v. 
FCC,  237  F.3d  683,  690  (D.C.  Cir.  2001).  However,  the  Office 
did  provide  notice  and  an  opportunity  for  comment  on  the 
change  to  §  1.491  in  order  to  obtain  the  benefit  of  public 
comment  on  this  change. 

Regulatory  Flexibility  Act 

As  prior  notice  and  an  opportunity  for  public  comment  are 
not  required  pursuant  to  5  U.S.C.  553  (or  any  other  law),  the 
analytical  requirements  of  the  Regulatory  Flexibility  Act  (5 
U.S.C.  601  et  seq.)  are  inapplicable.  As  such,  the  regulatory 
flexibility  analysis  is  not  required,  and  none  has  been  provided. 
See  5  U.S.C.  603. 

Executive  Order  13132 

This  rulemaking  does  not  contain  policies  with  federalism 
implications  sufficient  to  warrant  preparation  of  a  Federalism 
Assessment  under  Executive  Order  13132  (Aug.  4,  1999). 

Executive  Order  12866 

This  rulemaking  has  been  determined  to  be  not  significant 
for  purposes  of  Executive  Order  12866  (Sept.  30,  1993). 

Paperwork  Reduction  Act 

This  rulemaking  involves  information  collection  require- 
ments that  are  subject  to  review  by  the  Office  of  Management 
and  Budget  (OMB)  under  the  Paperwork  Reduction  Act  of 
1995  (44  U.S.C.  3501  et  seq.).  The  collections  of  information 
involved  in  this  rulemaking  have  been  reviewed  and  previ- 
ously approved  by  OMB  under  the  following  control  numbers 
0651-0021,  0651-0031,  and  0651-0032.  The  Office  is  not 
resubmitting  an  information  collection  package  to  OMB  for  its 
review  and  approval  because  the  changes  in  this  rulemaking  do 
not  affect  the  information  collection  requirements  associated 
with  the  information  collections  under  OMB  control  numbers 
0651-0021,  0651-0031,  or  0651-0032. 

The  title,  description  and  respondent  description  of  the 
information  collections  are  shown  below  with  an  estimate  of 
the  annual  reporting  burdens.  Included  in  the  estimates  are  the 
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time  for  reviewing  instructions,  gathering  and  maintaining  the 
data  needed,  and  completing  and  reviewing  the  collection  of 
information. 

OMB  Number:  0651-0021. 

Title:  Patent  Cooperation  Treaty. 

Form  Numbers:  PCT/RO/101,  ANNEX/ 134/144,  PTO- 
1382,  PCT/IPEA/401,  PCT/IB/328. 

Type  of  Review:  Regular  submission  (approved  through 
December  of  2003). 

AflFected  Public:  Individuals  or  Households,  Business  or 
Other  For-Profit  Institutions,  Federal  Agencies  or  Employees, 
Not-for-Profit  Institutions,  Small  Businesses  or  Organizations. 

Estimated  Number  of  Respondents:  331,288. 

Estimated  Time  Per  Response:  Between  15  minutes  and  4 
hours. 

Estimated  Total  Annual  Burden  Hours:  401,083. 

Needs  and  Uses:  The  information  collected  is  required  by 
the  Patent  Cooperation  Treaty  (PCT).  The  general  purpose  of 
the  PCT  is  to  simplify  the  filing  of  patent  applications  on  the 
same  invention  in  different  countries.  It  provides  for  a  central- 
ized filing  procedure  and  a  standardized  application  format. 

OMB  Number:  0651-0031. 

Title:  Patent  Processing  (Updating). 

Form  Numbers:  PTO/SB/08/2 1-27/30-32/35-37/42/43/61/ 
62/63/64/67/68/91/92/ 96/97/PTO-2053/PTO-2055. 

Type  of  Review:  Regular  submission  (approved  through 
October  of  2002). 

AflFected  Public:  Individuals  or  Households,  Business  or 
Other  For-Profit  Institutions,  Not-for-Profit  Institutions  and 
Federal  Government. 

Estimated  Number  of  Respondents:  2,247,389. 

Estimated  Time  Per  Response:  0.45  hours. 

Estimated  Total  Annual  Burden  Hours:  1,021,941  hours. 

Needs  and  Uses:  During  the  processing  of  an  apphcation 
for  a  patent,  the  applicant/agent  may  be  required  or  may  desire 
to  submit  additional  information  to  the  United  States  Patent 
and  Trademark  Office  concerning  the  examination  of  a  specific 
application.  The  specific  information  required  or  which  may  be 
submitted  includes:  Information  Disclosure  Statements;  Termi- 
nal Disclaimers;  Petitions  to  Revive;  Express  Abandonments; 
Appeal  Notices;  Petitions  for  Access;  Powers  to  Inspect; 
Certificates  of  Mailing  or  Transmission;  Statements  under  § 
3.73(b);  Amendments;  Petitions  and  their  Transmittal  Letters; 
and  Deposit  Account  Order  Forms. 

OMB  Number:  0651-0032. 

Title:  Initial  Patent  Apphcation. 

Form  Number:  PTO/SB/01-07/13PCT/17-19/29/101-110. 

Type  of  Review:  Regular  submission  (approved  through 
October  of  2002). 

Aiffected  Public:  Individuals  or  Households,  Business  or 
Other  For-Profit  Institutions,  Not-for-Profit  Institutions  and 
Federal  Government. 

Estimated  Number  of  Respondents:  319,350. 

Estimated  Time  Per  Response:  9.35  hours. 

Estimated  Total  Annual  Burden  Hours:  2,984,360  hours. 

Needs  and  Uses:  The  purpose  of  this  information  collection 
is  to  permit  the  Office  to  determine  whether  an  application 
meets  the  criteria  set  forth  in  the  patent  statute  and  regulations. 
The  standard  Fee  Transmittal  form,  New  Utility  Patent  Appli- 
cation Transmittal  form.  New  Design  Patent  Application 
Transmittal  form,  New  Plant  Patent  Application  Transmittal 
form,  Declaration,  and  Plant  Patent  Application  Declaration 
will  assist  applicants  in  complying  with  the  requirements  of  the 
patent  statute  and  regulations,  and  will  further  assist  the  Office 
in  the  processing  and  examination  of  the  apphcation. 

Comments  are  invited  on:  (1)  Whether  the  collection  of 
information  is  necessary  for  proper  performance  of  the  func- 
tions of  the  agency;  (2)  the  accuracy  of  the  agency's  estimate 
of  the  burden;  (3)  ways  to  enhance  the  quality,  utility,  and 
clarity  of  the  information  to  be  collected;  and  (4)  ways  to 
minimize  the  burden  of  the  collection  of  information  to 
respondents. 

Interested  persons  are  requested  to  send  comments  regard- 
ing these  information  collections,  including  suggestions  for 
reducing  this  burden,  to  Robert  J.  Spar,  Director,  Office  of 
Patent  Legal  Administration,  United  States  Patent  and  Trade- 
mark Office,  Washington,  DC  20231,  or  to  the  Office  of 
Information  and  Regulatory  Affairs  of  OMB,  New  Executive 
Office  Building,  725  17th  Street,  NW.,  Room  10235,  Washing- 
ton, DC  20503,  Attention:  Desk  Officer  for  the  United  States 
Patent  and  Trademark  Office. 


Notwithstanding  any  other  provision  of  law,  no  person  is 
required  to  respond  to  nor  shall  a  person  be  subject  to  a  penalty 
for  failure  to  comply  with  a  collection  of  information  subject  to 
the  requirements  of  the  Paperwork  Reduction  Act  unless  that 
collection  of  information  displays  a  currently  valid  OMB 
control  number. 

List  of  Subjects  in  37  CFR  Part  1 

Administrative  practice  and  procedure.  Courts,  Freedom  of 
Information,  Inventions  and  patents.  Reporting  and  record 
keeping  requirements.  Small  Businesses. 

For  the  reasons  set  forth  in  the  preamble,  37  CFR  Part  1  is 
amended  as  follows: 


PART  1— RULES  OF  PRACTICE  IN  PATENT  CASES 

1 .  The  authority  citation  for  37  CFR  Part  1  continues  to  read 
as  follows: 

Authority:  35  U.S.C.  2(b)(2). 

2.  Section  1.8  is  amended  by  revising  paragraph  (a)(2)(i)(F) 
to  read  as  follows: 


§  1.8  Certificate  of  mailing  or  transmission. 

I  O   J      *      -T*      "T* 

(2)  *  *  * 

/■j\  *  *  * 

(F)  The  fifing  of  a  copy  of  the  international  application  and 
the  basic  national  fee  necessary  to  enter  the  national  stage,  as 
specified  in  §  1.495(b). 


3.  Section  1.14  is  amended  by  revising  paragraph  (d)(4)  to 
read  as  follows: 


§  L14  Patent  applications  preserved  in  confidence. 


/jj\  *  *  * 

(4)  A  registered  attorney  or  agent  named  in  the  papers 
accompanying  the  application  papers  filed  under  §  1.53  or  the 
national  stage  documents  filed  under  §  1.495,  if  an  executed 
oath  or  declaration  pursuant  to  §  1.63  or  §  1.497  has  not  been 
filed. 

4.  Section  1 .25  is  amended  by  revising  paragraph  (b)  to  read 
as  follows: 


§  1.25  Deposit  accounts. 


(b)  Filing,  issue,  appeal,  international-type  search  report, 
international  application  processing,  petition,  and  post-issu- 
ance fees  may  be  charged  against  these  accounts  if  sufficient 
funds  are  on  deposit  to  cover  such  fees.  A  general  authorization 
to  charge  all  fees,  or  only  certain  fees,  set  forth  in  §§  1.16  to 
1.18  to  a  deposit  account  containing  sufficient  funds  may  be 
filed  in  an  individual  application,  either  for  the  entire  pendency 
of  the  apphcation  or  with  a  particular  paper  filed.  An  authori- 
zation to  charge  fees  under  §  1.16  in  an  international  apphca- 
tion entering  the  national  stage  under  35  U.S.C.  371  will  be 
treated  as  an  authorization  to  charge  fees  under  §  1.492.  An 
authorization  to  charge  fees  set  forth  in  §  1.18  to  a  deposit 
account  is  subject  to  the  provisions  of  §  1.311(b).  An  authori- 
zation to  charge  to  a  deposit  account  the  fee  for  a  request  for 
reexamination  pursuant  to  §  1.510  or  §  1.913  and  any  other 
fees  required  in  a  reexamination  proceeding  in  a  patent  may 
also  be  filed  with  the  request  for  reexamination.  An  authori- 
zation to  charge  a  fee  to  a  deposit  account  will  not  be 
considered  payment  of  the  fee  on  the  date  the  authorization  to 
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charge  the  fee  is  effective  as  to  the  particular  fee  to  be  charged 
unless  sufficient  funds  are  present  in  the  account  to  cover  the 
fee. 

5.  Section  1.41  is  amended  by  revising  paragraph  (a)(4)  to 
read  as  follows: 

§  1.41  Apphcant  for  patent. 

/  o  J     *     'F     * 

(4)  The  inventorship  of  an  international  application  entering 
the  national  stage  under  35  U.S.C.  371  is  that  inventorship  set 
forth  in  the  international  application,  which  includes  any 
change  effected  under  PCT  Rule  92bis.  See  §  1.497(d)  and  (f) 
for  filing  an  oath  or  declaration  naming  an  inventive  entity 
different  from  the  inventive  entity  named  in  the  international 
application,  or  if  a  change  to  the  inventive  entity  has  been 
effected  under  PCT  Rule  92bis  subsequent  to  the  execution  of 
any  declaration  filed  under  PCT  Rule  4.17(iv)  (§  1.48(f)(1) 
does  not  apply  to  an  international  application  entering  the 
national  stage  under  35  U.S.C.  371). 

:^    :^    ^     i^     i^ 

6.  Section  1.48  is  amended  by  revising  paragraph  (f)(1)  to 
read  as  follows: 

§  1.48  Correction  of  inventorship  in  a  patent  application,  other 
than  a  reissue  application,  pursuant  to  35  U.S.C.  116. 

i^    i^    :^    ii/:    :^ 

(f)(1)  Nonprovisional  application — filing  executed  oath/ 
declaration  corrects  inventorship.  If  the  correct  inventor  or 
inventors  are  not  named  on  filing  a  nonprovisional  application 
under  §  1.53(b)  without  an  executed  oath  or  declaration  under 
§  1.63  by  any  of  the  inventors,  the  first  submission  of  an 
executed  oath  or  declaration  under  §  1.63  by  any  of  the 
inventors  during  the  pendency  of  the  application  will  act  to 
correct  the  earlier  identification  of  inventorship.  See  §§ 
1.41(a)(4)  and  1.497(d)  and  (f)  for  submission  of  an  executed 
oath  or  declaration  to  enter  the  national  stage  under  35  U.S.C. 
371  naming  an  inventive  entity  different  from  the  inventive 
entity  set  forth  in  the  international  stage. 


7.  Section  1.103  is  amended  by  revising  paragraph  (d)(1)  to 
read  as  follows: 


§  1.103  Suspension  of  action  by  the  Office. 


(d) 


*  *  * 


(1)  The  application  is  an  original  utility  or  plant  application 
filed  under  §  1 .53(b)  or  resulting  from  entry  of  an  international 
application  into  the  national  stage  after  compliance  with  § 
1.495; 


;f:    :f:    :}:    :{c    :)e 


8.  Section  1.417  is  revised  to  read  as  follows: 


§  1.417  Submission  of  translation  of  international  publication. 

The  submission  of  the  international  publication  or  an  En- 
glish language  translation  of  an  international  application  pur- 
suant to  35  U.S.C.  154(d)(4)  must  clearly  identify  the  interna- 
tional application  to  which  it  pertains  (§  1.5(a))  and.  unless  it 
is  being  submitted  pursuant  to  §  1.495,  be  clearly  identified  as 
a  submission  pursuant  to  35  U.S.C.  154(d)(4).  Otherwise,  the 
submission  will  be  treated  as  a  filing  under  35  U.S.C.  111(a). 
Such  submissions  should  be  marked  "Box  PCT." 

9.  Section  1.480  is  amended  by  removing  paragraph  (c)  and 
redesignating  paragraph  (d)  as  paragraph  (c). 

10.  Section  1.491  is  revised  to  read  as  follows: 


§  1.491.  National  stage  commencement  and  entry. 

(a)  Subject  to  35  U.S.C.  371(f),  the  national  stage  shall 
commence  with  the  expiration  of  the  applicable  time  limit 
under  PCT  Article  22  (1)  or  (2),  or  under  PCT  Article  39(1  )(a). 

(b)  An  international  application  enters  the  national  stage 
when  the  applicant  has  filed  the  documents  and  fees  required 
by  35  U.S.C.  371(c)  within  the  period  set  in  §  1.495. 

11.  Section  1.492  is  amended  by  revising  paragraphs  (e)  and 
(f)  to  read  as  follows: 

§  1.492  National  stage  fees. 

(e)  Surcharge  for  filing  the  oath  or  declaration  later  than 
thirty  months  from  the  priority  date  pursuant  to  §  1.495(c): 

By  a  small  entity  (§  1.27(a)) $65.00 

By  other  than  a  small  entity 130.00 

(f)  For  filing  an  English  translation  of  an  international 
application  or  of  any  annexes  to  an  international  preliminary 
examination  report  later  than  thirty  months  after  the  priority 
date  (§  1.495(c)  and  (e)) $130.00. 

12.  Section  1.494  is  removed  and  reserved. 
§  1.494  [Removed  and  Reserved] 

13.  Section  1.495  is  amended  by  revising  the  section 
heading  and  by  revising  paragraphs  (a)  through  (e)  and  (h)  to 
read  as  follows: 

§  1.495  Entering  the  national  stage  in  the  United  States  of 
America. 

(a)  The  applicant  in  an  international  application  must  fulfill 
the  requirements  of  35  U.S.C.  371  within  the  time  periods  set 
forth  in  paragraphs  (b)  and  (c)  of  this  section  in  order  to 
prevent  the  abandonment  of  the  international  application  as  to 
the  United  States  of  America.  The  thirty-month  time  period  set 
forth  in  paragraphs  (b),  (c),  (d),  (e)  and  (h)  of  this  section  may 
not  be  extended.  International  applications  for  which  those 
requirements  are  timely  fulfilled  will  enter  the  national  stage 
and  obtain  an  examination  as  to  the  patentability  of  the 
invention  in  the  United  States  of  America. 

(b)  To  avoid  abandonment  of  the  application,  the  applicant 
shall  furnish  to  the  United  States  Patent  and  Trademark  Office 
not  later  than  the  expiration  of  thirty  months  from  the  priority 
date: 

(1)  A  copy  of  the  international  application,  unless  it  has  been 
previously  communicated  by  the  International  Bureau  or 
unless  it  was  originally  filed  in  the  United  States  Patent  and 
Trademark  Office;  and 

(2)  The  basic  national  fee  (see  §  1.492(a)). 

(c)  If  applicant  complies  with  paragraph  (b)  of  this  section 
before  expiration  of  thirty  months  from  the  priority  date  but 
omits  either  a  translation  of  the  international  application,  as 
filed,  into  the  English  language,  if  it  was  originally  filed  in 
another  language  (35  U.S.C.  371(c)(2)),  or  the  oath  or  decla- 
ration of  the  inventor  (35  U.S.C.  371(c)(4)  and  §  1.497),  if  a 
declaration  of  inventorship  in  compliance  with  §  1.497  has  not 
been  previously  submitted  in  the  international  application 
under  PCT  Rule  4. 17(iv)  within  the  time  limits  provided  for  in 
PCT  Rule  26ter.  1,  applicant  will  be  so  notified  and  given  a 
period  of  time  within  which  to  file  the  translation  and/or  oath 
or  declaration  in  order  to  prevent  abandonment  of  the  appli- 
cation. The  payment  of  the  processing  fee  set  forth  in  § 
1.492(f)  is  required  for  acceptance  of  an  English  translation 
later  than  the  expiration  of  thirty  months  after  the  priority  date. 
The  payment  of  the  surcharge  set  forth  in  §  1.492(e)  is  required 
for  acceptance  of  the  oath  or  declaration  of  the  inventor  later 
than  the  expiration  of  thirty  months  after  the  priority  date.  A 
"Sequence  Listing"  need  not  be  translated  if  the  "Sequence 
Listing"  complies  with  PCT  Rule  12.1(d)  and  the  description 
complies  with  PCT  Rule  5.2(b). 

(d)  A  copy  of  any  amendments  to  the  claims  made  under 
PCT  Article  19,  and  a  translation  of  those  amendments  into 
English,  if  they  were  made  in  another  language,  must  be 
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furnished  not  later  than  the  expiration  of  thirty  months  from 
the  priority  date.  Amendments  under  PCT  Article  19  which  are 
not  received  by  the  expiration  of  thirty  months  from  the 
priority  date  will  be  considered  to  be  canceled. 

(e)  A  translation  into  English  of  any  annexes  to  an  interna- 
tional preliminary  examination  report  (if  applicable),  if  the 
annexes  were  made  in  another  language,  must  be  furnished  not 
later  than  the  expiration  of  thirty  months  from  the  priority  date. 
Translations  of  the  annexes  which  are  not  received  by  the 
expiration  of  thirty  months  from  the  priority  date  may  be 
submitted  within  any  period  set  pursuant  to  paragraph  (c)  of 
this  section  accompanied  by  the  processing  fee  set  forth  in  § 
1.492(f).  Annexes  for  which  translations  are  not  timely  re- 
ceived will  be  considered  canceled. 


(2)  A  change  in  the  inventive  entity  was  effected  under  PCT 
Rule  92bis  after  the  declaration  was  executed  and  no  declara- 
tion which  sets  forth  and  is  executed  by  the  inventive  entity  as 
so  changed  has  been  filed  in  the  application. 


December  27,  2001 


JAMES  E.  ROGAN 

Under  Secretary  of  Commerce  for 

Intellectual  Property  and 

Director  of  the  United  States 

Patent  and  Trademark  Office 

[1254  OG  204] 


(h)  An  international  application  becomes  abandoned  as  to 
the  United  States  thirty  months  from  the  priority  date  if  the 
requirements  of  paragraph  (b)  of  this  section  have  not  been 
complied  with  within  thirty  months  from  the  priority  date.  If 
the  requirements  of  paragraph  (b)  of  this  section  are  complied 
with  within  thirty  months  from  the  priority  date  but  either  of 
any  required  translation  of  the  international  application  as  filed 
or  the  oath  or  declaration  are  not  timely  filed,  an  international 
application  will  become  abandoned  as  to  the  United  States 
upon  expiration  of  the  time  period  set  pursuant  to  paragraph  (c) 
of  this  section. 

14.  Section  1.497  is  amended  by  revising  the  introductory 
text  of  paragraph  (a)  and  paragraphs  (c),  (d)  and  (f)  to  read  as 
follows: 

§  1.497  Oath  or  declaration  under  35  U.S.C.  371(c)(4). 

(a)  When  an  applicant  of  an  international  application  desires 
to  enter  the  national  stage  under  35  U.S.C.  371  pursuant  to  § 
1.495,  and  a  declaration  in  compliance  with  this  section  has  not 
been  previously  submitted  in  the  international  application 
under  PCT  Rule  4.17(iv)  within  the  time  limits  provided  for  in 
PCT  Rule  26ter.l,  he  or  she  must  file  an  oath  or  declaration 
that: 


(c)  Subject  to  paragraph  (f)  of  this  section,  if  the  oath  or 
declaration  meets  the  requirements  of  paragraphs  (a)  and  (b)  of 
this  section,  the  oath  or  declaration  will  be  accepted  as 
complying  with  35  U.S.C.  371(c)(4)  and  §  1.495(c).  However, 
if  the  oath  or  declaration  does  not  also  meet  the  requirements 
of  §  1.63,  a  supplemental  oath  or  declaration  in  compliance 
with  §  1.63  or  an  application  date  sheet  will  be  required  in 
accordance  with  §  1.67. 

(d)  If  the  oath  or  declaration  filed  pursuant  to  35  U.S.C. 
371(c)(4)  and  this  section  names  an  inventive  entity  different 
from  the  inventive  entity  set  forth  in  the  international  applica- 
tion, or  if  a  change  to  the  inventive  entity  has  been  effected 
under  PCT  Rule  92bis  subsequent  to  the  execution  of  any  oath 
or  declaration  which  was  filed  in  the  application  under  PCT 
Rule  4.17(iv)  or  this  section  and  the  inventive  entity  thus 
changed  is  different  from  the  inventive  entity  identified  in  any 
such  oath  or  declaration,  applicant  must  submit: 

(1)  A  statement  from  each  person  being  added  as  an  inventor 
and  from  each  person  being  deleted  as  an  inventor  that  any 
error  in  inventorship  in  the  international  application  occurred 
without  deceptive  intention  on  his  or  her  part; 

(2)  The  processing  fee  set  forth  in  §  1.17(i); 

(3)  If  an  assignment  has  been  executed  by  any  of  the  original 
named  inventors,  the  written  consent  of  the  assignee  (see  § 
3.73(b)  of  this  chapter);  and 

(4)  Any  new  oath  or  declaration  required  by  paragraph  (f)  of 
this  section. 


(f)  A  new  oath  or  declaration  in  accordance  with  this  section 
must  be  filed  to  satisfy  35  U.S.C.  371(c)(4)  if  the  declaration 
was  filed  under  PCT  Rule  4.17(iv),  and: 

(1)  There  was  a  change  in  the  international  filing  date 
pursuant  to  PCT  Rule  20.2  after  the  declaration  was  executed; 
or 


(195)  DEPARTMENT  OF  COMMERCE 

United  States  Patent  and  Trademark  OfiBce 

37  CFR  Part  1 

[Docket  No.:  010202029-1112-02] 
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Revision  of  Patent  Cooperation  Treaty 
Application  Procedure;  Correction 

AGENCY:  United  States  Patent  and  Trademark  Ofi&ce, 
Commerce. 

ACTION:  Final  rule;  correction. 

SUMMARY:  The  United  States  Patent  and  Trademark  Office 
(Office)  published  a  final  rule  in  the  Federal  Register  of  March 
22,  2001,  revising  the  rules  of  practice  relating  to  applications 
filed  under  the  Patent  Cooperation  Treaty  (PCT)  to  conform 
the  United  States  rules  of  practice  to  the  PCT  Regulations  that 
became  effective  on  March  1,  2001.  This  document  corrects 
three  errors  in  that  final  rule. 

EFFECTIVE  DATE:  March  22,  2001. 

FOR  FURTHER  INFORMATION  CONTACT:  Charles 
Pearson,  Director,  Office  of  PCT  Legal  Administration,  by 
telephone  at  (703)  306-4145;  or  by  mail  addressed  to:  Box 
PCT,  Commissioner  for  Patents,  Washington,  DC  20231;  or  by 
facsimile  to  (703)  308-6459,  marked  to  the  attention  of  Charles 
Pearson. 

SUPPLEMENTARY   INFORMATION:    The   Office   pub 
lished  a  final  rule  in  the  Federal  Register  of  March  22,  2001 
(66  FR   16004),  entitled  "Revision  of  Patent  Cooperation 
Treaty  Application  Procedure."  This  document  corrects  errors 
in  Sees.  1.494(c)(2),  1.495(c)(2),  and  1.497(a)(1). 

Specifically,  Sees.  1.494(c)(2)  and  1.495(c)(2)  as  revised  in 
the  above  final  rule  inadvertently  omitted  the  provisions  that: 

The  payment  of  the  processing  fee  set  forth  in  Sec.  1 .492(f) 
is  required  for  acceptance  of  an  English  translation  later  than 
the  expiration  of  20  [or  30]  months  after  the  priority  date.  The 
payment  of  the  surcharge  set  forth  in  Sec.  1 .492(e)  is  required 
for  acceptance  of  the  oath  or  declaration  of  the  inventor  later 
than  the  expiration  of  20  [or  30]  months  after  the  priority  date. 
A  "Sequence  Listing"  need  not  be  translated  if  the  "Sequence 
Listing"  comphes  with  PCT  Rule  12.1(d)  and  the  description 
complies  with  PCT  Rule  5.2(b). 

Section  1.497(a)(1)  as  revised  in  the  above  final  rule 
inadvertently  omitted  the  section  symbols  before  the  reference 
to  Sees.  1.66  or  1.68. 

In  rule  FR  Doc.  01-7132,  pubUshed  on  March  22,  2001  (66 
FR  16004),  make  the  following  corrections: 

1.  On  page  16006,  in  the  second  column,  in  Sec.  1.494,  in 
paragraph  (c)(2),  add  the  following  sentences  to  the  end 
thereof: 

Sec.  1.494  Entering  the  national  stage  in  the  United  States  of 
America  as  a  designated  office. 


(c) 


*  *  * 
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(2)  *  *  *  The  payment  of  the  processing  fee  set  forth  in  Sec. 
1.492(f)  is  required  for  acceptance  of  an  English  translation 
later  than  the  expiration  of  20  months  after  the  priority  date. 
The  payment  of  the  surcharge  set  forth  in  Sec.  1.492(e)  is 
required  for  acceptance  of  the  oath  or  declaration  of  the 
inventor  later  than  the  expiration  of  20  months  after  the 
priority  date.  A  "Sequence  Listing"  need  not  be  translated  if  the 
"Sequence  Listing"  complies  with  PCT  Rule  12.1(d)  and  the 
description  complies  with  PCT  Rule  5.2(b). 

2.  On  page  16006,  in  the  third  column,  in  Sec.  1.495,  in 
paragraph  (c)(2),  add  the  following  sentences  to  the  end 
thereof: 

Sec.  1.495  Entering  the  national  stage  in  the  United  States  of 
America  as  an  elected  office. 

( C^    ^    ^    ^ 

(2)  *  *  *  The  payment  of  the  processing  fee  set  forth  in  Sec. 
1.492(f)  is  required  for  acceptance  of  an  English  translation 
later  than  the  expiration  of  30  months  after  the  priority  date. 
The  payment  of  the  surcharge  set  forth  in  Sec.  1.492(e)  is 
required  for  acceptance  of  the  oath  or  declaration  of  the 
inventor  later  than  the  expiration  of  30  months  after  the 
priority  date.  A  "Sequence  Listing"  need  not  be  translated  if  the 
"Sequence  Listing"  compUes  with  PCT  Rule  12.1(d)  and  the 
description  complies  with  PCT  Rule  5.2(b). 

1.497  [Corrected] 

3.  On  page  16006,  in  the  third  column,  in  Sec.  1.497,  in 
paragraph  (a)(1),  line  2,  correct  "either  1.66  or  1.68"  to  read 
"either  Sees.  1.66  or  1.68". 


May  15.  2001 


NICHOLAS  R  GODICI, 

Acting  Under  Secretary  of 

Commerce  for  Intellectual  Property 

and  Acting  Director  of  the 

United  States  Patent  and 

Trademark  Office 

[1247  OG  74] 


(196)  DEPARTMENT  OF  COMMERCE 

Patent  and  Trademark  OfBce 
37  CFR  Part  1 
[Docket  No.:980511124-8284-02] 

Revision  of  Patent  Cooperation  Treaty 
Application  Procedure 

AGENCY:  Patent  and  Trademark  Office,  Commerce. 

ACTION:  Final  rule. 

SUMMARY:  The  Patent  and  Trademark  OfBce  (OfBce  or 
USPTO)  is  confirming  the  amendment  of  its  rules  of  practice 
relating  to  applications  filed  under  the  Patent  Cooperation 
Treaty  (PCT).  This  amendment  of  the  rules  of  practice  con- 
formed the  United  States  rules  of  practice  with  the  correspond- 
ing changes  to  the  Regulations  under  the  PCT  which  became 
effective  July  1,  1998. 

DATES:  This  final  rule  is  effective  on  December  1,  1998.  The 
interim  rule,  published  at  63  PR  29614  (June  1,  1998),  was 
effective  on  July  1,  1998. 

FOR  FURTHER  INFORMATION  CONTACT:  Richard 
Lazarus,  PCT  Legal  Office  Supervisor,  by  telephone  at  (703) 
308-6451;  or  by  mail  addressed  to:  Box  PCT,  Assistant 
Commissioner  for  Patents,  Washington,  DC  20231;  or  by 
facsimile  to  (703)  308-6459,  marked  to  the  attention  of 
Richard  Lazarus. 


Supplementary  Information:  During  a  September-October 
1997  meeting  of  the  Governing  Bodies  of  the  World  Intellec- 
tual Property  Organization  (WIPO),  the  PCT  Assembly 
adopted  amendments  to  the  PCT  Regulations.  These  amend- 
ments to  the  PCT  Regulations  took  effect  on  July  1,  1998,  and 
the  amended  PCT  Regulations  were  published  in  the  Official 
Gazette  at  1210  Off.  Gaz.  Pat.  Office  29  (May  12,  1998).  An 
interim  rule  conforming  the  United  States  rules  of  practice  to 
the  corresponding  changes  in  the  PCT  Regulations  was  pub- 
lished in  the  Federal  Register  at  63  FR  29614  (June  1,  1998), 
and  in  the  Official  Gazette  at  1211  Off.  Gaz.  Pat.  Office  76 
(June  23,  1998). 

The  Office  has  received  no  comments  on  the  changes  to  37 
CFR  contained  in  the  interim  rule.  Accordingly,  the  changes  to 
37  CFR  contained  in  the  above-mentioned  interim  rule  are 
adopted  as  final  in  this  final  rule. 

Applicants  are  again  notified  that  PCT  Rules  20.4(c)  and 
26.3ter(a)  and  (c)  as  amended  are  not  compatible  with  the 
national  law  of  the  United  States,  and  thus  the  USPTO  has 
taken  a  reservation  on  adherence  to  these  Rules  through  its 
notification  to  the  Director  General  of  WIPO  to  such  effect. 
See  PCT  Rules  20.4(d)  and  26.3ter(b)  and  (d).  Similarly,  the 
USPTO  continues  not  to  adhere  to  the  unchanged  provisions  of 
PCT  Rule  49.5(cbis)  and  (k)  with  respect  to  the  translation 
requirements  for  United  States  national  stage  applications  (35 
U.S.C.  371(c)(2)).  See  PCT  Rule  49.5(1). 

The  above-noted  changes  to  the  PCT  Regulations  include  the 
addition  of  new  PCT  Rules  89bis  and  89ter  (directed  to 
electronic  filing  and  processing  of  international  applications) 
which  will  enter  into  force  at  the  same  time  as  the  modifica- 
tions to  the  Administrative  Instructions  implementing  those 
PCT  Rules.  Implementation  of  PCT  Rules  89bis  and  89ter  is 
optional  with  each  national  office.  In  the  event  that  the  USPTO 
decides  to  implement  PCT  Rules  89bis  and  89ter,  the  USPTO 
will  provide  notice  to  that  effect  in  the  Federal  Register  and 
Official  Gazette. 

Discussion  of  Specific  Rules:  A  section-by-section  discussion 
of  the  changes  to  title  37  of  the  Code  of  Federal  Regulations 
adopted  as  final  in  this  final  rule  is  set  forth  in  the  above- 
mentioned  interim  rule  at  63  FR  29614-17,  and  1211  Off.  Gaz. 
Pat.  Office  11-lS. 

Other  Considerations:  The  United  States  rules  of  practice 
contained  in  title  37,  CFR,  must  conform  to  the  PCT  Articles 
and  the  Regulations  annexed  to  the  PCT.  See  PCT  Article 
27(1).  This  final  rule  adopts  as  final  changes  required  to 
conform  the  United  States  rules  of  practice  for  international 
applications  to  the  amendments  to  the  PCT  Regulations  which 
became  effective  on  July  1,  1998.  Thus,  this  final  rule  is 
covered  by  the  foreign  affairs  function  exception  of  5  U.S.C. 
553(a)(1),  and  may  be  adopted  without  prior  notice  and 
opportunity  for  public  comment.  See  International  Brother- 
hood of  Teamsters  v.  Pena,  17  F3d  1478,  1486  (D.C.  Cir. 
1994). 

As  prior  notice  and  an  opportunity  for  public  comment  are  not 
required  pursuant  to  5  U.S.C.  553,  or  any  other  law,  the 
analytical  requirements  of  the  Regulatory  Flexibility  Act,  5 
U.S.C.  601  et  seq.,  are  inapplicable.  This  final  rule  does  not 
contain  policies  with  federalism  implications  sufficient  to 
warrant  preparation  of  a  Federalism  Assessment  under  Execu- 
tive Order  12612  (October  26,  1987).  This  final  rule  has  been 
determined  not  to  be  significant  for  purposes  of  Executive 
Order  12866  (September  30,  1993). 

This  final  rule  contains  information  collection  requirements 
which  are  subject  to  review  by  the  Office  of  Management  and 
Budget  (0MB)  under  the  Paperwork  Reduction  Act  of  1995 
(44  U.S.C.  3501  et  seq.).  The  principal  impact  of  this  final  rule 
is  to  adopt  as  final  changes  that  conform  the  United  States  rules 
of  practice  relating  to  applications  filed  under  the  PCT  to  the 
corresponding  amendments  made  to  the  Regulations  under  the 
PCT. 

The  general  purpose  of  the  PCT  is  to  provide  a  single  set  of 
standards  and  procedures  for  the  filing  of  patent  applications 
on  the  same  invention  in  any  of  the  over  ninety  PCT  member 
countries.  The  PCT  provides  a  common  filing  procedure  and  a 
standardized  application  format  for  international  applications. 
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The  collection  of  information  in  this  final  rule  has  been 
reviewed  and  approved  by  OMB  under  control  number  0651- 
0021.  The  public  reporting  burden  for  this  collection  of 
information  is  estimated  to  average  0.95  hours  per  response, 
including  the  time  for  reviewing  instructions,  searching  exist- 
ing data  sources,  gathering  and  maintaining  the  information. 
Send  comments  regarding  this  burden  estimate  or  any  other 
aspect  of  the  data  requirement,  including  suggestions  for 
reducing  the  burden  to  Richard  Lazarus  at  the  address  specified 
above  and  to  the  Office  of  Information  and  Regulatory  Affairs, 
OMB,  725  17th  Street,  N.W.,  Washington,  D.C.,  20503  (Attn: 
PTO  Desk  Officer). 

Notwithstanding  any  other  provision  of  law,  no  person  is 
required  to  respond  to  nor  shall  a  person  be  subject  to  a  penalty 
for  failure  to  comply  with  a  collection  of  information  subject  to 
the  requirements  of  the  Paperwork  Reduction  Act  unless  that 
collection  of  information  displays  a  currently  valid  OMB 
control  number. 

List  of  Subjects  in  37  CFR  Part  1 

Administrative  practice  and  procedure.  Courts,  Freedom  of 
information.  Inventions  and  patents.  Reporting  and  record- 
keeping requirements.  Small  Businesses. 

For  the  reasons  set  forth  in  the  preamble,  the  interim  rule 
amending  37  CFR  Part  1  which  was  published  at  63  FR 
29614-29620  on  June  1,  1998,  is  adopted  as  a  final  rule  without 
change. 


Nov.  23,  1998 


Q.  TODD  DICKINSON 

Deputy  Assistant  Secretary  of 

Commerce  and  Deputy  Commissioner 

of  Patents  and  Trademarks 
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(197)     Announcement  of  Certain  Amendments  to 
ttie  Regulations  Under  the 
Patent  Cooperation  Treaty  (PCT) 

Certain  of  the  Regulations  under  the  Patent  Cooperation 
Treaty  were  amended  with  effect  from  July  1,  1998,  unless  a 
different  date  is  indicated  in  a  footnote  to  the  amended 
Regulations  which  are  reproduced  below.  The  following  high- 
light some  of  the  amendments  made: 

(1)  PCT  Gazette  -  the  two  separate  English  and  French  paper 
editions  of  the  Gazette  were  replaced  by  a  single  biUngual 
paper  version; 

(2)  Language  of  the  international  application  -  the  existing 
provisions  as  to  the  languages  in  which  international  applica- 
tions may  be  filed, 

(3)  Priority  claims  -  PCT  Rule  4.10  has  been  completely 
revised  to  simplify  correction  procedures  in  cases  of  mistakes 
and/or  omissions,  to  simplify  requirements  relating  to  the 
contents  of  priority  claims  and  to  liberalize  requirements 
relating  to  the  furnishing  of  priority  documents; 

(4)  Demand  for  international  preliminary  examination  -  a 
safeguard  has  been  introduced  for  the  situation  in  which  a 
demand  is  not  filed  with  the  competent  International  Prelimi- 
nary Examining  Aiuthority  (IPEA); 

(5)  Access  -  copies  of  documents  in  the  files  of  the 
International  Bureau  and  the  IPEA  will  become  more  readily 
available  to  third  parties  after  international  publication  for 
international  applications  filed  on  or  after  July  1,  1998; 

(6)  Payment  of  fees  -  time  limits  for  payment  of  different 
fees  during  the  international  phase  have  been  made  more 
uniform  and  other  features  of  relevant  rules  have  been  clari- 
fied; 

(7)  Sequence  listings  -  a  new  standard  for  the  presentation  of 
nucleotide  and  amino  acid  sequences  will  be  adopted  and  will 
replace  the  current  various  requirements  of  the  International 
Searching  Authorities,  IPEAs  and  designated  and  elected 
offices;  and 


(8)  Deposits  -  the  scope  of  PCT  Rule  13^i.y  has  been 
broadened  to  cover  deposits  of  biological  material. 

AMENDMENTS  OF  THE  REGULATIONS  UNDER 
THE  PATENT  COOPERATION  TREATY  (PCT) 

TEXT  OF  THE  AMENDED  RULES'" 

Rule  3 
The  Request  (Form) 

3.1  and  3.2  [No  change] 

3.3  Check  List 

(a)  The  request  shall  contain  a  list  indicating: 

(i)  the  total  number  of  sheets  constituting  the  international 
application  and  the  number  of  the  sheets  of  each  element  of  the 
international  application:  request,  description  (separately  indi- 
cating the  number  of  sheets  of  any  sequence  listing  part  of  the 
description),  claims,  drawings,  abstract; 

(ii)  where  applicable,  that  the  international  application  as  filed 
is  accompanied  by  a  power  of  attorney  (i.e.,  a  document 
appointing  an  agent  or  a  common  representative),  a  copy  of  a 
general  power  of  attorney,  a  priority  document,  a  sequence 
listing  in  computer  readable  form,  a  document  relating  to  the 
payment  of  fees,  or  any  other  document  (to  be  specified  in  the 
check  fist); 

(iii)  [No  change] 

(b)  [No  change] 


3.4  [No  change] 


Rule  4 
The  Request  (Contents) 


4.1  to  4.9  [No  change] 
4.10  Priority  Claim 

(a)  Any  declaration  referred  to  in  Article  8(1)  ("priority  claim") 
shall,  subject  to  Rule  26^/5.1,  be  made  in  the  request;  it  shall 
consist  of  a  statement  to  the  effect  that  the  priority  of  an  earlier 
application  is  claimed  and  shall  indicate: 

(i)  the  date  on  which  the  earlier  application  was  filed,  being  a 
date  falling  within  the  period  of  12  months  preceding  the 
international  fifing  date; 

(ii)  the  number  of  the  earlier  application; 

(iii)  where  the  earlier  application  is  a  national  application,  the 
country  party  to  the  Paris  Convention  for  the  Protection  of 
Industrial  Property  in  which  it  was  filed; 

(iv)  where  the  earUer  application  is  a  regional  application,  the 
authority  entrusted  with  the  granting  of  regional  patents  under 
the  applicable  regional  patent  treaty; 

(v)  where  the  earlier  appUcation  is  an  international  application, 
the  receiving  Office  with  which  it  was  filed. 

(b)  In  addition  to  any  indication  required  under  paragraph 
(a)(iv)  or  (v): 

(i)  where  the  earlier  application  is  a  regional  application  or  an 
international  application,  the  priority  claim  may  indicate  one  or 
more  countries  party  to  the  Paris  Convention  for  the  Protection 
of  Industrial  Property  for  which  that  earlier  application  was 
filed; 

(ii)  where  the  earlier  application  is  a  regional  application  and 
the  countries  party  to  the  regional  patent  treaty  are  not  all  party 
to  the  Paris  Convention  for  the  Protection  of  Industrial 
Property,  the  priority  claim  shall  indicate  at  least  one  country 
party  to  that  Convention  for  which  that  earUer  application  was 
filed. 

(c)  For  the  purposes  of  paragraphs  (a)  and  (b).  Article  2(vi) 
shall  not  apply. 


March  2,  2004 


U.S.  PATENT  AND  TRADEMARK  OFFICE 
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(d)  [Deleted] 

(e)  [Deleted] 

4.11  to  4.17  [No  change] 


Rule  5 
The  Description 


5.1  [No  change] 


5.2  Nucleotide  and/or  Amino  Acid  Sequence  Disclosure 

(a)  Where  the  international  application  contains  disclosure  of 
one  or  more  nucleotide  and/or  amino  acid  sequences,  the 
description  shall  contain  a  sequence  Usting  complying  with  the 
standard  provided  for  in  the  Administrative  Instructions  and 
presented  as  a  separate  part  of  the  description  in  accordance 
with  that  standard. 

(b)  Where  the  sequence  hsting  part  of  the  description  contains 
any  free  text  as  defined  in  the  standard  provided  for  in  the 
Administrative  Instructions,  that  free  text  shall  also  appear  in 
the  main  part  of  the  description  in  the  language  thereof. 

Rule  11 
Physical  Requirements  of  the  International  Application 

11.1  to  11.13  [No  change] 

11.14  Later  Documents 

Rules  10,  and  11.1  to  11.13,  also  apply  to  any  document-for 
example,  corrected  pages,  amended  claims,  translations-sub- 
mitted after  the  filing  of  the  international  application. 


Rule  12 
Language  of  the  International  Application 
and  Translation  for  the  Purposes  of  International  Search 

12.1  Languages  Accepted  for  the  Filing  of  International 
Applications 

(a)  An  international  application  shall  be  filed  in  any  language 
which  the  receiving  Office  accepts  for  that  purpose. 

(b)  Each  receiving  Office  shall,  for  the  filing  of  international 
applications,  accept  at  least  one  language  which  is  both: 

(i)  a  language  accepted  by  the  International  Searching  Author- 
ity, or,  if  applicable,  by  at  least  one  of  the  International 
Searching  Authorities,  competent  for  the  international  search- 
ing of  international  applications  filed  with  that  receiving 
Office,  and 

(ii)  a  language  of  publication. 

(iii)  [Deleted] 

(c)  Notwithstanding  paragraph  (a),  the  request  shall  be  filed  in 
a  language  which  is  both  a  language  accepted  by  the  receiving 
Office  under  that  paragraph  and  a  language  of  publication. 

(d)  Notwithstanding  paragraph  (a),  any  text  matter  contained  in 
the  sequence  listing  part  of  the  description  referred  to  in  Rule 
5.2(a)  shall  be  presented  in  accordance  with  the  standard 
provided  for  in  the  Administrative  Instructions. 

12.2  Language  of  Changes  in  the  International  Application 

(a)  Any  amendment  of  the  international  application  shall, 
subject  to  Rules  46.3,  55.3  and  66.9,  be  in  the  language  in 
which  the  application  is  filed. 

(b)  Any  rectification  under  Rule  91.1  of  an  obvious  error  in  the 
international  application  shall  be  in  the  language  in  which  the 
application  is  filed,  provided  that: 


(i)  where  a  translation  of  the  international  application  is 
required  under  Rule  12.3(a),  48.3(b)  or  55.2(a),  rectifications 
referred  to  in  Rule  91.1(e)(ii)  and  (iii)  shall  be  filed  in  both  the 
language  of  the  application  and  the  language  of  that  transla- 
tion; 

(ii)  where  a  translation  of  the  request  is  required  under  Rule 
26.3ter{c),  rectifications  referred  to  in  Rule  91.1(e)(i)  need 
only  be  filed  in  the  language  of  that  translation. 

(c)  Any  correction  under  Rule  26  of  a  defect  in  the  interna- 
tional application  shall  be  in  the  language  in  which  the 
international  application  is  filed.  Any  correction  under  Rule  26 
of  a  defect  in  a  translation  of  the  international  application 
furnished  under  Rule  12.3  or  55.2(a),  or  in  a  translation  of  the 
request  furnished  under  Rule  26.3ter(c),  shall  be  in  the 
language  of  the  translation. 

12.3  Translation  for  the  Purposes  of  International  Search 

(a)  Where  the  language  in  which  the  international  application 
is  filed  is  not  accepted  by  the  International  Searching  Authority 
that  is  to  carry  out  the  international  search,  the  applicant  shall, 
within  one  month  from  the  date  of  receipt  of  the  international 
application  by  the  receiving  Office,  furnish  to  that  Office  a 
translation  of  the  international  application  into  a  language 
which  is  all  of  the  following: 

(i)  a  language  accepted  by  that  Authority,  and 

(ii)  a  language  of  publication,  and 

(iii)  a  language  accepted  by  the  receiving  Office  under  Rule 
12.1(a),  unless  the  international  application  is  filed  in  a 
language  of  publication. 

(b)  Paragraph  (a)  shall  not  apply  to  the  request  nor  to  any 
sequence  listing  part  of  the  description. 

(c)  Where,  by  the  time  the  receiving  Office  sends  to  the 
applicant  the  notification  under  Rule  20.5(c),  the  applicant  has 
not  furnished  a  translation  required  under  paragraph  (a),  the 
receiving  Office  shall,  preferably  together  with  that  notifica- 
tion, invite  the  applicant: 

(i)  to  furnish  the  required  translation  within  the  time  limit 
under  paragraph  (a); 

(ii)  in  the  event  that  the  required  translation  is  not  furnished 
within  the  time  limit  under  paragraph  (a),  to  furnish  it  and  to 
pay,  where  applicable,  the  late  furnishing  fee  referred  to  in 
paragraph  (e),  within  one  month  from  the  date  of  the  invitation 
or  two  months  from  the  date  of  receipt  of  the  international 
application  by  the  receiving  Office,  which  ever  expires  later. 

(d)  Where  the  receiving  Office  has  sent  to  the  applicant  an 
invitation  under  paragraph  (c)  and  the  applicant  has  not,  within 
the  applicable  time  limit  under  paragraph  (c)(ii),  furnished  the 
required  translation  and  paid  any  required  late  furnishing  fee, 
the  international  application  shall  be  considered  withdrawn 
and  the  receiving  Office  shall  so  declare.  Any  translation  and 
any  payment  received  by  the  receiving  Office  before  that  Office 
makes  the  declaration  under  the  previous  sentence  and  before 
the  expiration  of  15  months  from  the  priority  date  shall  be 
considered  to  have  been  received  before  the  expiration  of  that 
time  limit. 

(e)  The  furnishing  of  a  translation  after  the  expiration  of  the 
time  limit  under  paragraph  (a)  may  be  subjected  by  the 
receiving  Office  to  the  payment  to  it,  for  its  own  benefit,  of  a 
late  furnishing  fee  equal  to  50%  of  the  basic  fee. 


Rule  ISbis 
Inventions  Relating  to  Biological  Material 

\3bis.l  Definition 

For  the  purposes  of  this  Rule,  "reference  to  deposited  biologi- 
cal material"  means  particulars  given  in  an  international 
apphcation  with  respect  to  the  deposit  of  biological  material 
with  a  depositary  institution  or  to  the  biological  material  so 
deposited. 
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13^/5.2  References  (General) 

Any  reference  to  deposited  biological  material  shall  be  made  in 
accordance  with  this  Rule  and,  if  so  made,  shall  be  considered 
as  satisfying  the  requirements  of  the  national  law  of  each 
designated  State. 

I3bis3  References:  Contents;  Failure  to  Include  Reference  or 
Indication 

(a)  A  reference  to  deposited  biological  material  shall  indicate: 

(i)  [No  change] 

(ii)  the  date  of  deposit  of  the  biological  material  with  that 
institution; 

(iii)  and  (iv)  [No  change] 

(b)  Failure  to  include  a  reference  to  deposited  biological 
material  or  failure  to  include,  in  a  reference  to  deposited 
biological  material,  an  indication  in  accordance  with  paragraph 
(a),  shall  have  no  consequence  in  any  designated  State  whose 
national  law  does  not  require  such  reference  or  such  indication 
in  a  national  application. 

I3bis.4  References:  Time  Limit  for  Furnishing  Indications 

(a)  Subject  to  paragraphs  (b)  and  (c),  if  any  of  the  indications 
referred  to  in  Rule  I3bis.3{a)  is  not  included  in  a  reference  to 
deposited  biological  material  in  the  international  application  as 
filed  but  is  furnished  to  the  International  Bureau: 

(i)  within  16  months  from  the  priority  date,  the  indication  shall 
be  considered  by  any  designated  Office  to  have  been  furnished 
in  time; 

(ii)  after  the  expiration  of  16  months  from  the  priority  date,  the 
indication  shall  be  considered  by  any  designated  Office  to  have 
been  furnished  on  the  last  day  of  that  time  Umit  if  it  reaches  the 
International  Bureau  before  the  technical  preparations  for 
international  publication  have  been  completed. 

(b)  If  the  national  law  applicable  by  a  designated  Office  so 
requires  in  respect  of  national  applications,  that  Office  may 
require  that  any  of  the  indications  referred  to  in  Rule  \3bis.3(a) 
be  furnished  earlier  than  16  months  from  the  priority  date, 
provided  that  the  International  Bureau  has  been  notified  of 
such  requirement  pursuant  to  Rule  13bis.7(a)(ii)  and  has 
published  such  requirement  in  the  Gazette  in  accordance  with 
Rule  13bis.7(c)  at  least  two  months  before  the  filing  of  the 
international  application. 

(c)  Where  the  applicant  makes  a  request  for  early  pubUcation 
under  Article  21(2)(b),  any  designated  Office  may  consider  any 
indication  not  furnished  before  the  technical  preparations  for 
international  publication  have  been  completed  as  not  having 
been  furnished  in  time. 

(d)  The  International  Bureau  shall  notify  the  applicant  of  the 
date  on  which  it  received  any  indication  furnished  under 
paragraph  (a),  and 

(i)  if  the  indication  was  received  before  the  technical  prepara- 
tions for  international  publication  have  been  completed,  indi- 
cate that  date,  and  include  the  relevant  data  from  the  indica- 
tion, in  the  pamphlet  published  under  Rule  48; 

(ii)  if  the  indication  was  received  after  the  technical  prepara- 
tions for  international  publication  have  been  completed,  notify 
that  date  and  the  relevant  data  from  the  indication  to  the 
designated  Offices. 

I3bis.5  References  and  Indications  for  the  Purposes  of  One  or 
More  Designated  States;  Different  Deposits  for  Different 
Designated  States;  Deposits  with  Depositary  Institutions  Other 
than  Those  Notified 

(a)  A  reference  to  deposited  biological  material  shall  be 
considered  to  be  made  for  the  purposes  of  all  designated  States, 
unless  it  is  expressly  made  for  the  purposes  of  certain  of  the 
designated  States  only;  the  same  applies  to  the  indications 
included  in  the  reference. 


(b)  References  to  different  deposits  of  the  biological  material 
may  be  made  for  different  designated  States. 

(c)  Any  designated  Office  may  disregard  a  deposit  made  with 
a  depositary  institution  other  than  one  notified  by  it  under  Rule 
13^«.7(b). 

I3bis.6  Furnishing  of  Samples 

(a)  [Deleted] 

Pursuant  to  Articles  23  and  40,  no  furnishing  of  samples  of  the 
deposited  biological  material  to  which  a  reference  is  made  in 
an  international  application  shall,  except  with  the  authorization 
of  the  appUcant,  take  place  before  the  expiration  of  the 
applicable  time  limits  after  which  national  processing  may 
start  under  the  said  Articles.  However,  where  the  applicant 
performs  the  acts  referred  to  in  Articles  22  or  39  after 
international  publication  but  before  the  expiration  of  the  said 
time  limits,  the  furnishing  of  samples  of  the  deposited  biologi- 
cal material  may  take  place,  once  the  said  acts  have  been 
performed.  Notwithstanding  the  previous  provision,  the  fur- 
nishing of  samples  of  the  deposited  biological  material  may 
take  place  under  the  national  law  applicable  by  any  designated 
Office  as  soon  as,  under  that  law,  the  international  pubhcation 
has  the  effects  of  the  compulsory  national  publication  of  an 
unexamined  national  application. 

I3bis.7  National  Requirements:  Notification  and  Publication 

(a)  Any  national  Office  may  notify  the  International  Biu-eau  of 
any  requirement  of  the  national  law: 

(i)  that  any  matter  specified  in  the  notification,  in  addition  to 
those  referred  to  in  Rule  13^/5.3(a)(i),  (ii)  and  (iii),  is  required 
to  be  included  in  a  reference  to  deposited  biological  material  in 
a  national  application; 

(ii)  that  one  or  more  of  the  indications  referred  to  in  Rule 
I3bis.3(a)  are  required  to  be  included  in  a  national  application 
as  filed  or  are  required  to  be  furnished  at  a  time  specified  in  the 
notification  which  is  earlier  than  16  months  from  the  priority 
date. 

(b)  Each  national  Office  shall  notify  the  International  Bureau  of 
the  depositary  institutions  with  which  the  national  law  permits 
deposits  of  biological  materials  to  be  made  for  the  purposes  of 
patent  procedure  before  that  Office  or,  if  the  national  law  does 
not  provide  for  or  permit  such  deposits,  of  that  fact. 

(c)  [No  change] 

Rule  13  ter 
Nucleotide  and/or  Amino  Acid  Sequence  Listings 

l3terA  Sequence  Listing  for  International  Authorities 

(a)  Where  the  International  Searching  Authority  finds  that  the 
international  application  contains  disclosure  of  one  or  more 
nucleotide  and/or  amino  acid  sequences  but: 

(i)  the  international  application  does  not  contain  a  sequence 
listing  complying  with  the  standard  provided  for  in  the 
Administrative  Instructions,  that  Authority  may  invite  the 
applicant  to  furnish  to  it,  within  a  time  limit  fixed  in  the 
invitation,  a  sequence  listing  complying  with  that  standard; 

(ii)  the  applicant  has  not  already  furnished  a  sequence  listing  in 
computer  readable  form  complying  with  the  standard  provided 
for  in  the  Administrative  Instructions,  that  Authority  may 
invite  the  applicant  to  furnish  to  it,  within  a  time  limit  fixed  in 
the  invitation,  a  sequence  listing  in  such  a  form  complying 
with  that  standard. 

(b)  [Deleted] 

(c)  If  the  applicant  does  not  comply  with  an  invitation  under 
paragraph  (a)  within  the  time  limit  fixed  in  the  invitation,  the 
International  Searching  Authority  shall  not  be  required  to 
search  the  international  application  to  the  extent  that  such 
noncompliance  has  the  result  that  a  meaningful  search  cannot 
be  carried  out. 
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(d)  Where  the  International  Searching  Authority  finds  that  the 
description  does  not  comply  with  Rule5.2(b),  it  shall  invite  the 
applicant  to  file  the  required  correction.  Rule  26.4  shall  apply 
mutatis  mutandis  to  any  correction  offered  by  the  appUcant. 
The  International  Searching  Authority  shall  transmit  the  cor- 
rection to  the  receiving  Office  and  to  the  International  Bureau. 

(e)  Paragraphs  (a)  and  (c)  shall  apply  mutatis  mutandis  to  the 
procedure  before  the  International  PreUminary  Examining 
Authority. 

(f)  Any  sequence  listing  not  contained  in  the  international 
application  as  filed  shall  not,  subject  to  Article  34,  form  part  of 
the  international  application. 

I3ter.2  Sequence  Listing  for  Designated  Office 

Once  the  processing  of  the  international  application  has  started 
before  a  designated  Office,  Rule  13/er.  1(a)  shall  apply  mutatis 
mutandis  to  the  procedure  before  that  Office.  No  designated 
Office  shall  require  the  applicant  to  furnish  to  it  a  sequence 
listing  other  than  a  sequence  listing  complying  with  the 
standard  provided  for  in  the  Administrative  Instructions. 


(b)  [Deleted] 


Rule  14 
The  Transmittal  Fee 


14.1  The  Transmittal  Fee 

(a)  [No  change] 

(b)  The  amount  of  the  transmittal  fee,  if  any,  shall  be  fixed  by 
the  receiving  Office. 

(c)  The  transmittal  fee  shall  be  paid  within  one  month  from  the 
date  of  receipt  of  the  international  application.  The  amount 
payable  shall  be  the  amount  applicable  on  that  date  of  receipt. 

Rule  15 
The  International  Fee 

15.1  Basic  Fee  and  Designation  Fee 

Each  international  application  shall  be  subject  to  the  payment 
of  a  fee  for  the  benefit  of  the  International  Bureau  ("interna- 
tional fee")  to  be  collected  by  the  receiving  Office  and 
consisting  of, 

(i)  [No  change] 

(ii)  as  many  "designation  fees"  as  there  are  national  patents 
and  regional  patents  sought  under  Rule4.9(a),  except  that, 
where  Article  44  applies  in  respect  of  a  designation,  only  one 
designation  fee  shall  be  due  for  that  designation,  and  that  the 
Schedule  of  Fees  may  indicate  a  maximum  number  of  desig- 
nation fees  payable. 

15.2  Amounts 

(a)  [No  change] 

(b)  The  basic  fee  and  the  designation  fee  shall  be  payable  in  the 
currency  or  one  of  the  currencies  prescribed  by  the  receiving 
Office  ("prescribed  currency"),  it  being  understood  that,  when 
transferred  by  the  receiving  Office  to  the  International  Bureau, 
they  shall  be  freely  convertible  into  Swiss  currency.  The 
amounts  of  the  basic  fee  and  of  the  designation  fee  shall  be 
established,  for  each  receiving  Office  which  prescribes  the 
payment  of  those  fees  in  any  currency  other  than  Swiss 
currency,  by  the  Director  General  after  consultation  with  the 
receiving  Office  of,  or  acting  under  Rulel9.1(b)  for,  the  State 
whose  official  currency  is  the  same  as  the  prescribed  currency. 
The  amounts  so  established  shall  be  the  equivalents,  in  round 
figures,  of  the  amounts  in  Swiss  currency  set  out  inthe 
Schedule  of  Fees.  They  shall  be  notified  by  the  International 
Bureau  to  each  receiving  Office  prescribing  payment  in  that 
prescribed  currency  and  shall  be  published  in  the  Gazette. 

(c)  [No  change] 


(d)  Where  the  exchange  rate  between  Swiss  currency  and  any 
prescribed  currency  becomes  different  from  the  exchange  rate 
last  applied,  the  Director  General  shall  establish  new  amounts 
in  the  prescribed  currency  according  to  directives  given  by  the 
Assembly.  The  newly  established  amounts  shall  become  ap- 
plicable two  months  after  the  date  of  their  publication  in  the 
Gazette,  provided  that  the  receiving  Office  referred  to  in  the 
second  sentence  of  paragraph  (b)  and  the  Director  General  may 
agree  on  a  date  falling  during  the  said  two-month  period,  in 
which  case  the  said  amounts  shall  become  applicable  from  that 
date. 

15.3  [Deleted] 

15.4  Time  Limit  for  Payment;  Amount  Payable 

(a)  The  basic  fee  shall  be  paid  within  one  month  from  the  date 
of  receipt  of  the  international  application.  The  amount  payable 
shall  be  the  amount  applicable  on  that  date  of  receipt. 

(b)  The  designation  fee  shall  be  paid  within  a  time  limit  of: 

(i)  one  year  from  the  priority  date,  or 

(ii)  one  month  from  the  date  of  receipt  of  the  international 
application  if  that  one-month  period  expires  later  than  one  year 
from  the  priority  date. 

(c)  Where  the  designation  fee  is  paid  before  the  expiration  of 
one  month  from  the  date  of  receipt  of  the  international 
application,  the  amount  payable  shall  be  the  amount  applicable 
on  that  date  of  receipt.  Where  the  time  limit  under  paragraph 
(b)(i)  applies  and  the  designation  fee  is  paid  before  the 
expiration  of  that  time  limit  but  later  than  one  month  from  the 
date  of  receipt  of  the  international  application,  the  amount 
payable  shall  be  the  amount  applicable  on  the  date  of  payment, 
(i)  and  (ii)  [Deleted] 

15.5  Fees  Under  Rule  4.9(c) 

(a)  Notwithstanding  Rule  15.4(b),  the  confirmation  under  Rule 
4.9(c)  of  any  designations  made  under  Rule  4.9(b)  shall  be 
subject  to  the  payment  to  the  receiving  Office  of  as  many 
designation  fees  (for  the  benefit  of  the  International  Bureau)  as 
there  are  national  patents  and  regional  patents  sought  by  the 
applicant  by  virtue  of  the  confirmation,  together  with  a 
confirmation  fee  (for  the  benefit  of  the  receiving  Office)  equal 
to  50%of  the  sum  of  the  designation  fees  payable  under  this 
paragraph.  Such  fees  shall  be  payable  in  respect  of  each 
designation  so  confirmed,  even  if  the  maximum  number  of 
designation  fees  referred  to  in  item  2(a)  of  the  Schedule  of 
Fees  is  aheady  payable  or  if  a  designation  fee  is  already 
payable  in  respect  of  the  designation  under  Rule  4.9(a)  of  the 
same  State  for  a  different  purpose. 

(b)  [No  change] 

15.6  Refund 

The  receiving  Office  shall  refund  the  international  fee  to  the 
applicant: 

(i)  if  the  determination  under  Article  11(1)  is  negative, 

(ii)  if,  before  the  transmittal  of  the  record  copy  to  the 
International  Bureau,  the  international  application  is  with- 
drawn or  considered  withdrawn,  or 

(iii)  if,  due  to  prescriptions  concerning  national  security,  the 
international  application  is  not  treated  as  such. 

Rule  16 
The  Search  Fee 

16.1  Right  to  Ask  for  a  Fee 

(a)  [No  change] 

(b)  The  search  fee  shall  be  collected  by  the  receiving  Office. 
The  said  fee  shall  be  payable  in  the  currency  or  one  of  the 
currencies  prescribed  by  that  Office  ("receiving  Office  cur- 
rency"), it  being  understood  that,  if  any  receiving  Office 
currency  is  not  that,  or  one  of  those,  in  which  the  International 
Searching  Authority  has  fixed  the  said  fee  ("fixed  currency"), 
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it  shall,  when  transferred  by  the  receiving  Office  to  the 
International  Searching  Authority,  be  freely  convertible  into 
the  currency  of  the  State  in  which  the  International  Searching 
Authority  has  its  headquarters  ("headquarters  currency")-  The 
amount  of  the  search  fee  in  any  receiving  Office  currency, 
other  than  the  fixed  currency,  shall  be  established  by  the 
Director  General  after  consultation  with  the  receiving  Office 
of,  or  acting  under  Rule  19.1(b)  for,  the  State  whose  official 
currency  is  the  same  as  the  receiving  Office  currency.  The 
amounts  so  established  shall  be  the  equivalents,  in  round 
figures,  of  the  amount  established  by  the  International  Search- 
ing Authority  in  the  headquarters  currency.  They  shall  be 
notified  by  the  International  Bureau  to  each  receiving  Office 
prescribing  payment  in  that  receiving  Office  currency  and  shall 
be  published  in  the  Gazette. 

(c)  [No  change] 

(d)  Where  the  exchange  rate  between  the  headquarters  cur- 
rency and  any  receiving  Office  currency,  other  than  the  fixed 
currency  or  currencies,  becomes  different  from  the  exchange 
rate  last  applied,  the  Director  General  shall  establish  the  new 
amount  in  the  said  receiving  Office  currency  according  to 
directives  given  by  the  Assembly.  The  newly  established 
amount  shall  become  applicable  two  months  after  its  publica- 
tion in  the  Gazette,  provided  that  any  receiving  Office  referred 
to  in  the  third  sentence  of  paragraph  (b)  and  the  Director 
General  may  agree  on  a  date  falling  during  the  said  two-month 
period,  in  which  case  the  said  amount  shall  become  applicable 
for  that  Office  from  that  date. 

(e)  [No  change] 

(f)  As  to  the  time  limit  for  payment  of  the  search  fee  and  the 
amount  payable,  the  provisions  of  Rule  15.4(a)  relating  to  the 
basic  fee  shall  apply  mutatis  mutandis. 

16.2  Refund 

The  receiving  Office  shall  refund  the  search  fee  to  the 
applicant: 

(i)  if  the  determination  under  Article  11(1)  is  negative, 

(ii)  if,  before  the  transmittal  of  the  search  copy  to  the 
International  Searching  Authority,  the  international  application 
is  withdrawn  or  considered  withdrawn,  or 

(iii)  if,  due  to  prescriptions  concerning  national  security,  the 
international  application  is  not  treated  as  such. 

16.3  [No  change] 

Rule  I6bis 
Extension  of  Time  Limits  for  Payment  of  Fees 

16bis.l  Invitation  by  the  Receiving  Office 


(c)  Where  the  receiving  Office  has  sent  to  the  applicant  an 
invitation  under  paragraph  (a)  or  (b)  and  the  applicant  has  not, 
within  the  time  limit  referred  to  in  that  paragraph,  paid  in  full 
the  amount  due,  including,  where  applicable,  the  late  payment 
fee  under  Rule  16bis.2,  the  receiving  Office  shall,  subject  to 
paragraph  (d): 

(i)  to  (iii)  [No  change] 

(d)  Any  payment  received  by  the  receiving  Office  before  that 
Office  sends  the  invitation  under  paragraph  (a)  or  (b)  shall  be 
considered  to  have  been  received  before  the  expiration  of  the 
time  limit  under  Rule  14.1(c),  15.4(a)  or  (b)  or  16.1(f),  as  the 
case  may  be. 

(e)  Any  payment  received  by  the  receiving  Office  before  that 
Office  makes  the  applicable  declaration  under  Article  14(3) 
shall  be  considered  to  have  been  received  before  the  expiration 
of  the  time  limit  referred  to  in  paragraph  (a)  or  (b). 

I6bis.2  Late  Payment  Fee 

(a)  The  payment  of  fees  in  response  to  an  invitation  under  Rule 
16bis.l(a)  or  (b)  may  be  subjected  by  the  receiving  Office  to 
the  payment  to  it,  for  its  own  benefit,  of  a  late  payment  fee.  The 
amount  of  that  fee  shall  be: 

(i)  and  (ii)  [No  change]  (b)  The  amount  of  the  late  payment  fee 
shall  not,  however,  exceed  the  amount  of  the  basic  fee  referred 
to  in  item  1(a)  of  the  Schedule  of  Fees. 

Rule  17 
The  Priority  Document 

17.1  Obligation  to  Submit  Copy  of  Earlier  National  or  Inter- 
national Application 

(a)  Where  the  priority  of  an  earlier  national  or  international 
application  is  claimed  under  Article  8,  a  copy  of  that  earlier 
application,  certified  by  the  authority  with  which  it  was  filed 
("the  priority  document"),  shall,  unless  already  filed  with  the 
receiving  Office  together  with  the  international  application  in 
which  the  priority  claim  is  made,  and  subject  to  paragraph  (b), 
be  submitted  by  the  applicant  to  the  International  Bureau  or  to 
the  receiving  Office  not  later  than  16  months  after  the  priority 
date,  provided  that  any  copy  of  the  said  earlier  application 
which  is  received  by  the  International  Bureau  after  the  expi- 
ration of  that  time  limit  shall  be  considered  to  have  been 
received  by  that  Bureau  on  the  last  day  of  that  time  limit  if  it 
reaches  it  before  the  date  of  international  pubhcation  of  the 
international  application. 

(b)  Where  the  priority  document  is  issued  by  the  receiving 
Office,  the  applicant  may,  instead  of  submitting  the  priority 
document,  request  the  receiving  Office  to  prepare  and  transmit 
the  priority  document  to  the  International  Bureau.  Such  request 
shall  be  made  not  later  than  16  months  after  the  priority  date 
and  may  be  subjected  by  the  receiving  Office  to  the  payment  of 
a  fee. 


(a)  Where,  by  the  time  they  are  due  under  Rules  14.1(c), 
15.4(a)  and  16.1(f),  the  receiving  Office  finds  that  no  fees  were 
paid  to  it,  or  that  the  amount  paid  to  it  is  insufficient  to  cover 
the  transmittal  fee,  the  basic  fee  and  the  search  fee,  the 
receiving  Office  shall  invite  the  applicant  to  pay  to  it  the 
amount  required  to  cover  those  fees,  together  with,  where 
applicable,  the  late  payment  fee  under  Rule  16bis.2,  within  a 
time  limit  of  one  month  from  the  date  of  the  invitation. 

(b)  Where,  by  the  time  they  are  due  under  Rule  15.4(b),  the 
receiving  Office  finds  that  no  fees  were  paid  to  it,  or  that  the 
amount  paid  to  it  is  insufficient  to  cover  the  designation  fees 
necessary  to  cover  all  the  designations  under  Rule  4.9(a),  the 
receiving  Office  shall  invite  the  applicant  to  pay  to  it  the 
amount  required  to  cover  those  fees,  together  with,  where 
applicable,  the  late  payment  fee  under  Rule  16bis.2,  within  a 
time  limit  of  one  month  from  the  date  of  the  invitation.  The 
amount  payable  in  respect  of  any  designation  fee  shall  be  the 
amount  applicable  on  the  last  day  of  the  one-year  period  from 
the  priority  date  if  the  time  limit  under  Rule  15.4(b)(i)  applies 
or  the  amount  applicable  on  the  date  of  receipt  of  the 
international  application  if  the  time  limit  under  Rule  15.4(b)(ii) 
applies. 


(c)  If  the  requirements  of  neither  of  the  two  preceding 
paragraphs  are  complied  with,  any  designated  State  may 
disregard  the  priority  claim,  provided  that  no  designated  Office 
shall  disregard  the  priority  claim  before  giving  the  applicant  an 
[009a]bnopportunity  to  furnish  the  priority  document  within 
a  time  limit  which  shall  be  reasonable  under  the  circumstances. 

17.2  Availability  of  Copies 

(a)  Where  the  applicant  has  complied  with  Rule  17.1(a)  or  (b), 
the  International  Bureau  shall,  at  the  specific  request  of  the 
designated  Office,  promptly  but  not  prior  to  the  international 
publication  of  the  international  application,  furnish  a  copy  of 
the  priority  document  to  that  Office.  No  such  Office  shall  ask 
the  applicant  himself  to  furnish  it  with  a  copy.  The  applicant 
shall  not  be  required  to  furnish  a  translation  to  the  designated 
Office  before  the  expiration  of  the  applicable  time  limit  under 
Article  22.  Where  the  applicant  makes  an  express  request  to 
the  designated  Office  under  Article  23(2)  prior  to  the  interna- 
tional publication  of  the  international  application,  the  Interna- 
tional Bureau  shall,  at  the  specific  request  of  the  designated 
Office,  furnish  a  copy  of  the  priority  document  to  that  Office 
promptly  after  receiving  it. 
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(b)  [No  change] 

(c)  Where  the  international  application  has  been  published 
under  Article  21,  the  International  Bureau  shall  furnish  a  copy 
of  the  priority  document  to  any  person  upon  request  and 
subject  to  reimbursement  of  the  cost  unless,  prior  to  that 
publication: 

(i)  [No  change] 

(ii)  the  relevant  priority  claim  was  withdrawn  or  considered, 
under  Rule  26bis.2{h),  not  to  have  been  made. 

(iii)  [Deleted] 

(d)  [Deleted] 

Rule  19 
The  Competent  Receiving  Office 

19.1  to  19.3  [No  change] 

19.4  Transmittal  to  the  International  Bureau  as  Receiving 
Office 

(a)  Where  an  international  application  is  filed  with  a  national 
Office  which  acts  as  a  receiving  Office  under  the  Treaty  but 

(i)  that  national  Office  is  not  competent  under  Rule  19. 1  or  19.2 
to  receive  that  international  application,  or 

(ii)  that  international  application  is  not  in  a  language  accepted 
under  Rule  12.1(a)  by  that  national  Office  but  is  in  a  language 
accepted  under  that  Rule  by  the  International  Bureau  as 
receiving  Office,  or 

(iii)  that  national  Office  and  the  International  Bureau  agree,  for 
any  reason  other  than  those  specifiedunder  items  (i)  and  (ii), 
and  with  the  authorization  of  the  applicant,  that  the  procedure 
under  this  Rule  should  apply, 

that  international  application  shall,  subject  to  paragraph  (b),  be 
considered  to  have  been  received  by  that  Office  on  behalf  of 
the  International  Bureau  as  receiving  Office  under  Rule 
19.1(a)(iii). 

(b)  [No  change] 

(c)  For  the  purposes  of  Rules  14.1(c),  15.4(a)  to  (c)  and  16.1(f), 
where  the  international  application  was  transmitted  to  the 
International  Bureau  under  paragraph  (b),  the  date  of  receipt  of 
the  international  apphcation  shall  be  considered  to  be  the  date 
on  which  the  international  application  was  actually  received  by 
the  International  Bureau.  For  the  purposes  of  this  paragraph, 
the  last  sentence  of  paragraph  (b)  shall  not  apply. 

Rule  20 
Receipt  of  the  International  Application 

20.1  to  20.3  [No  change] 

20.4  Determination  Under  Article  11(1) 
(a)  and  (b)  [No  change] 

(c)  For  the  purposes  of  Article  ll(l)(ii),  it  shall  be  sufficient 
that  the  part  which  appears  to  be  a  description  (other  than  any 
sequence  bsting  part  thereof)  and  the  part  which  appears  to  be 
a  claim  or  claims  be  in  a  language  accepted  by  the  receiving 
Office  under  Rule  12.1(a). 

(d)  If,  on  October  1,  1997,  paragraph  (c)  is  not  compatible  with 
the  national  law  applied  by  the  receiving  Office,  paragraph  (c) 
shall  not  apply  to  that  receiving  Office  for  as  long  as  it 
continues  not  to  be  compatible  with  that  law,  provided  that  the 
said  Office  informs  the  International  Bureau  accordingly  by 
December  31,  1997.  The  information  received  shall  be 
promptly  published  by  the  International  Bureau  in  the  Gazette. 

20.5  to  20.9  [No  change] 


Rule  22 
Transmittal  of  the  Record  Copy  and  Translation 


22.1  Procedure 

(a)  to  (g)  [No  change] 

(h)  Where  the  international  application  is  to  be  published  in  the 
language  of  a  translation  furnished  under  Rule  12.3,  that 
translation  shall  be  transmitted  by  the  receiving  Office  to  the 
International  Bureau  together  with  the  record  copy  under 
paragraph  (a)  or,  if  the  receiving  Office  has  akeady  transmitted 
the  record  copy  to  the  International  Bureau  under  that  para- 
graph, promptly  after  receipt  of  the  translation. 

22.2  [Remains  deleted] 

22.3  [No  change] 


Rule  23 

Transmittal  of  the  Search  Copy, 

Translation  and  Sequence  Listing 

23.1  Procedure 

(a)  Where  no  translation  of  the  international  application  is 
required  under  Rule  12.3(a),  the  search  copy  shall  be  transmit- 
ted by  the  receiving  Office  to  the  International  Searching 
Authority  at  the  latest  on  the  same  day  as  the  record  copy  is 
transmitted  to  the  International  Bureau  unless  no  search  fee  has 
been  paid.  In  the  latter  case,  it  shall  be  transmitted  promptly 
after  payment  of  the  search  fee. 

(b)  Where  a  translation  of  the  international  application  is 
furnished  under  Rule  12.3,  a  copy  of  that  translation  and  of  the 
request,  which  together  shall  be  considered  to  be  the  search 
copy  under  Article  12(1),  shall  be  transmitted  by  the  receiving 
Office  to  the  International  Searching  Authority,  unless  no 
search  fee  has  been  paid.  In  the  latter  case,  a  copy  of  the  said 
translation  and  of  the  request  shall  be  transmitted  promptly 
after  payment  of  the  search  fee. 

(c)  Any  sequence  listing  in  computer  readable  form  which  is 
furnished  to  the  receiving  Office  shall  be  transmitted  by  that 
Office  to  the  International  Searching  Authority. 

Rule  26 

Checking  by,  and  Correcting  Before,  the  Receiving  Office 

of  Certain  Elements  of  the  International  Application 

26.1  and  26.2  [No  change] 

26.3  Checking  of  Physical  Requirements  Under  Article 
14(l)(a)(v) 

(a)  Where  the  international  application  is  filed  in  a  language  of 
publication,  the  receiving  Office  shall  check: 

(i)  the  international  application  for  compliance  with  the  physi- 
cal requirements  referred  to  in  Rule  1 1  only  to  the  extent  that 
compliance  therewith  is  necessary  for  the  purpose  of  reason- 
ably uniform  international  publication; 

(ii)  any  translation  furnished  under  Rule  12.3  for  compliance 
with  the  physical  requirements  referred  to  in  Rule  11  to  the 
extent  that  compliance  therewith  is  necessary  for  the  purpose 
of  satisfactory  reproduction. 

(b)  Where  the  international  application  is  filed  in  a  language 
which  is  not  a  language  of  publication,  the  receiving  Office 
shall  check: 

(i)  the  international  application  for  compliance  with  the  physi- 
cal requirements  referred  to  in  Rule  1 1  only  to  the  extent  that 
compliance  therewith  is  necessary  for  the  purpose  of  satisfac- 
tory reproduction; 

(ii)  any  translation  furnished  under  Rule  12.3  and  the  drawings 
for  compliance  with  the  physical  requirements  referred  to  in 
Rule  1 1  to  the  extent  that  compliance  therewith  is  necessary  for 
the  purpose  of  reasonably  uniform  international  publication. 

26.3bis  Invitation  under  Article  14(l)(b)  to  Correct  Defects 
Under  Rule  11 

The  receiving  Office  shall  not  be  required  to  issue  the 
invitation  under  Article  14(l)(b)  to  correct  a  defect  under  Rule 
1 1  where  the  physical  requirements  referred  to  in  that  Rule  are 
complied  with  to  the  extent  required  under  Rule  26.3. 
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26.3ter  Invitation  to  Correct  Defects  Under  Article  3(4)(i) 

(a)  Where  the  abstract  or  any  text  matter  of  the  drawings  is 
filed  in  a  language  which  is  different  from  the  language  of  the 
description  and  the  claims,  the  receiving  Office  shall,  unless(i) 
a  translation  of  the  international  application  is  required  under 
Rule  12.3(a),  or 

(ii)  the  abstract  or  the  text  matter  of  the  drawings  is  in  the 
language  in  which  the  international  application  is  to  be 
published, 

invite  the  applicant  to  furnish  a  translation  of  the  abstract  or  the 
text  matter  of  the  drawings  into  the  language  in  which  the 
international  application  is  to  be  published.  Rules  26.1(a), 
26.2,  26.3,  26.3bis,  26.5  and  29.1  shall  apply  mutatis  mutandis. 

(b)  If,  on  October  1,  1997,  paragraph  (a)  is  not  compatible  with 
the  national  law  applied  by  the  receiving  Office,  paragraph  (a) 
shall  not  apply  to  that  receiving  Office  for  as  long  as  it 
continues  not  to  be  compatible  with  that  law,  provided  that  the 
said  Office  informs  the  International  Bureau  accordingly  by 
December  31,  1997.  The  information  received  shall  be 
promptly  published  by  the  International  Bureau  in  the  Gazette. 

(c)  Where  the  request  does  not  comply  with  Rule  12.1(c),  the 
receiving  Office  shall  invite  the  applicant  to  file  a  translation  so 
as  to  comply  with  that  Rule.  Rules  3,  26.1(a),  26.2,  26.5  and 
29.1  shall  apply  mutatis  mutandis. 

(d)  If,  on  October  1,  1997,  paragraph  (c)  is  not  compatible  with 
the  national  law  applied  by  the  receiving  Office,  paragraph  (c) 
shall  not  apply  to  that  receiving  Office  for  as  long  as  it 
continues  not  to  be  compatible  with  that  law,  provided  that  the 
said  Office  informs  the  International  Bureau  accordingly  by 
December  31,  1997.  The  information  received  shall  be 
promptly  published  by  the  International  Bureau  in  the  Gazette. 

26.4  [No  change,  except  for  the  deletion  of  the  redundant 
numbering  of  paragraph  "(a)"] 

26.5  [No  change,  except  for  the  deletion  of  the  redundant 
numbering  of  paragraph  "(a)"] 

26.6  [No  change] 

Rule  26^/5' 
Correction  or  Addition  of  Priority  Claim 

26bis.  1  Correction  or  Addition  of  Priority  Claim 

(a)  The  applicant  may  correct  or  add  a  priority  claim  by  a 
notice  submitted  to  the  receiving  Office  or  the  International 
Bureau  within  a  time  limit  of  16  months  from  the  priority  date 
or,  where  the  correction  or  addition  would  cause  a  change  in 
the  priority  date,  16  months  from  the  priority  date  also 
changed,  whichever  16-month  period  expires  first,  provided 
that  such  a  notice  may  be  submitted  until  the  expiration  of  four 
months  from  the  international  filing  date.  The  correction  of  a 
priority  claim  may  include  the  addition  of  any  indication 
referred  to  in  Rule  4.10. 

(b)  Any  notice  referred  to  in  paragraph  (a)  received  by  the 
receiving  Office  or  the  International  Bureau  after  the  applicant 
has  made  a  request  for  early  publication  under  Article  21(2)(b) 
shall  be  considered  not  to  have  been  submitted,  unless  that 
request  is  withdrawn  before  the  technical  preparations  for 
international  publication  have  been  completed. 

(c)  Where  the  correction  or  addition  of  a  priority  claim  causes 
a  change  in  the  priority  date,  any  time  limit  which  is  computed 
from  the  previously  applicable  priority  date  and  which  has  not 
already  expired  shall  be  computed  from  the  priority  date  as  so 
changed. 

26bis.2  Invitation  to  Correct  Defects  in  Priority  Claims 

(a)  Where  the  receiving  Office  or,  if  the  receiving  Office  fails 
to  do  so,  the  International  Bureau,  finds  that  a  priority  claim 
does  not  comply  with  the  requirements  of  Rule  4. 10  or  that  any 
indication  in  a  priority  claim  is  not  the  same  as  the  correspond- 
ing indication  appearing  in  the  priority  document,  the  receiving 
Office  or  the  International  Bureau,  as  the  case  may  be,  shall 
invite  the  applicant  to  correct  the  priority  claim. 

(b)  If,  in  response  to  an  invitation  under  paragraph  (a),  the 
applicant  does  not,  before  the  expiration  of  the  time  limit  under 
Rule  26bis.l(a),  submit  a  notice  correcting  the  priority  claim 
so  as  to  comply  with  the  requirements  of  Rule  4.10,  that 
priority  claim  shall,  for  the  purposes  of  the  procedure  under  the 


Treaty,  be  considered  not  to  have  been  made  and  the  receiving 
Office  or  the  International  Bureau,  as  the  case  may  be,  shall  so 
declare  and  shall  inform  the  applicant  accordingly,  provided 
that  a  priority  claim  shall  not  be  considered  not  to  have  been 
made  only  because  the  indication  of  the  number  of  the  earlier 
appUcation  referred  to  in  Rule  4.10(a)(ii)  is  missing  or  because 
an  indication  inthe  priority  claim  is  not  the  same  as  the 
corresponding  indication  appearing  in  the  priority  document. 

(c)  Where  the  receiving  Office  or  the  International  Bureau  has 
made  a  declaration  under  paragraph(b),  the  International  Bu- 
reau shall,  upon  request  made  by  the  applicant  and  received  by 
the  International  Bureau  prior  to  the  completion  of  the  techni- 
cal preparations  for  international  publication,  and  subject  to  the 
payment  of  a  special  fee  whose  amount  shall  be  fixed  in  the 
Administrative  Instructions,  publish,  together  with  the  interna- 
tional application,  information  concerning  the  priority  claim 
which  was  considered  not  to  have  been  made.  A  copy  of  that 
request  shall  be  included  in  the  communication  under  Article 
20  where  a  copy  of  the  pamphlet  is  not  used  for  that 
communication  or  where  the  international  application  is  not 
published  by  virtue  of  Article  64(3). 

Rule  29 

International  Applications  or  Designations 

Considered  Withdrawn 

29.1  Finding  by  Receiving  Office 

(a)  If  the  receiving  Office  declares,  under  Article  14(l)(b)  and 
Rule  26.5  (failure  to  correct  certain  defects),  or  under  Article 
14(3)(a)  (failure  to  pay  the  prescribed  fees  under  Rule  27.1(a)), 
or  under  Article  14(4)  (later  finding  of  non-compliance  with 
the  requirements  hsted  in  items  (i)  to  (iii)  of  Article  11(1)),  or 
under  Rule  12.3(d)  (failure  to  furnish  a  required  translation  or, 
where  applicable,  to  pay  a  late  furnishing  fee),  or  under  Rule 
92.4(g)(i)  (failure  to  furnish  the  original  of  a  document),  that 
the  international  application  is  considered  withdrawn: 

(i)  to  (iv)  [No  change] 

(b)  [No  change] 

29.2  [Remains  deleted] 

29.3  and  29.4  [No  change] 

Rule  34 
Minimum  Documentation 

34.1  Definition 

(a)  and  (b)  [No  change] 

(c)  Subject  to  paragraphs  (d)  and  (e),  the  "national  patent 
documents"  shall  be  the  following: 

(i)  the  patents  issued  in  and  after  1920  by  France,  the  former 
Reichspatentamt  of  Germany,  Japan,  the  former  Soviet  Union, 
Switzerland  (in  the  French  and  German  languages  only),  the 
United  Kingdom,  and  the  United  States  of  America, 

(ii)  the  patents  issued  by  the  Federal  Republic  of  Germany  and 
the  Russian  Federation, 

(iii)  [No  change] 

(iv)  the  inventors'  certificates  issued  by  the  former  Soviet 
Union, 

(v)  and  (vi)  [No  change] 

(d)  [No  change] 

(e)  Any  International  Searching  Authority  whose  official  lan- 
guage, or  one  of  whose  official  languages,  is  not  Japanese, 
Russian  or  Spanish  is  entitled  not  to  include  in  its  documen- 
tation those  patent  documents  of  Japan,  the  Russian  Federation 
and  the  former  Soviet  Union  as  well  as  those  patent  documents 
in  the  Spanish  language,  respectively,  for  which  no  abstracts  in 
the  English  language  are  generally  available.  English  abstracts 
becoming  generally  available  after  the  date  of  entry  into  force 
of  these  Regulations  shall  require  the  inclusion  of  the  patent 
documents  to  which  the  abstracts  refer  no  later  than  six  months 
after  such  abstracts  become  generally  available.  In  case  of  the 
interruption  of  abstracting  services  in  English  in  technical 
fields  in  which  English  abstracts  were  formerly  generally 
available,  the  Assembly  shall  take  appropriate  measures  to 
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provide  for  the  prompt  restoration  of  such  services  in  the  said 
fields. 


(f)  [No  change] 


Rule  37 
Missing  or  Defective  Title 


37.1  [No  change] 

37.2  Establishment  of  Title 

If  the  international  application  does  not  contain  a  title  and  the 
International  Searching  Authority  has  not  received  a  notifica- 
tion from  the  receiving  OfiBce  to  the  effect  that  the  applicant 
has  been  invited  to  furnish  a  title,  or  if  the  said  Authority  finds 
that  the  title  does  not  comply  with  Rule  4.3,  it  shall  itself 
establish  a  title.  Such  title  shall  be  established  in  the  language 
in  which  the  international  application  isto  be  published  or,  if  a 
translation  into  another  language  was  transmitted  under  Rule 
23.1(b)  and  the  International  Searching  Authority  so  wishes,  in 
the  language  of  that  translation. 


Rule  38 
Missing  or  Defective  Abstract 

38.1  [No  change] 

38.2  Establishment  of  Abstract 

(a)  If  the  international  application  does  not  contain  an  abstract 
and  the  International  Searching  Authority  has  not  received  a 
notification  from  the  receiving  OflBce  to  the  effect  that  the 
applicant  has  been  invited  to  furnish  an  abstract,  or  if  the  said 
Authority  finds  that  the  abstract  does  not  comply  with  Rule  8, 
it  shall  itself  establish  an  abstract.  Such  abstract  shall  be 
established  in  the  language  in  which  the  international  applica- 
tion is  to  be  published  or,  if  a  translation  into  another  language 
was  transmitted  under  Rule  23.1(b)  and  the  International 
Searching  Authority  so  wishes,  in  the  language  of  that  trans- 
lation. 

(b)  [No  change] 

Rule  43 
The  International  Search  Report 

43.1  to  43.3  [No  change] 

43.4  Language 

Every  international  search  report  and  any  declaration  made 
under  Article  17(2)(a)  shall  be  in  the  language  in  which  the 
international  apphcation  to  which  it  relates  is  to  be  published 
or,  if  a  translation  into  another  language  was  transmitted  under 
Rule  23.1(b)  and  the  International  Searching  Authority  so 
wishes,  in  the  language  of  that  translation. 

43.5  to  43.8  [No  change]  43.9  Additional  Matter 

The  international  search  report  shall  contain  no  matter  other 
than  that  specified  in  Rules  33.1(b)  and  (c),  43.1  to  43.3,  43.5 
to  43.8,  and  44.2,  and  the  indication  referred  to  in  Article 
17(2)(b),  provided  that  the  Administrative  Instructions  may 
permit  the  inclusion  in  the  international  search  report  of  any 
additional  matter  specified  in  the  Administrative  Instructions. 
The  international  search  report  shall  not  contain,  and  the 
Administrative  Instructions  shall  not  permit  the  inclusion  of, 
any  expressions  of  opinion,  reasoning,  arguments,  or  explana- 
tions. 

43.10  [No  change] 

Rule  44 
Transmittal  of  the  International  Search  Report,  Etc. 

44.1  [No  change] 

44.2  [No  change,  except  for  the  deletion  of  the  redundant 
numbering  of  paragraph  "(a)"] 

44.3  [No  change] 

Rule  46 
Amendment  of  Claims  Before  the  International  Bureau 

46.1  to  46.4  [No  change] 

46.5  [No  change,  except  for  the  deletion  of  the  redundant 
numbering  of  paragraph  "(a)"] 


Rule  47 
Communication  to  Designated  Ofi&ces 

47.1  and  47.2  [No  change] 

47.3  Languages 

(a)  The  international  application  communicated  under  Article 
20  shall  be  in  the  language  in  which  it  is  published. 

(b)  Where  the  language  in  which  the  international  application 
is  published  is  different  from  the  language  in  which  it  was 
filed,  the  International  Bureau  shall  furnish  to  any  designated 
Office,  upon  the  request  of  that  Office,  a  copy  of  that 
application  in  the  language  in  which  it  was  filed. 

47.4  [No  change] 

Rule  48 
International  Publication 

48.1  [No  change] 

48.2  Contents 

(a)  The  pamphlet  shall  contain: 

(i)  to  (vii)  [No  change] 

(viii)  the  relevant  data  from  any  indications  in  relation  to 
deposited  biological  material  furnished  under  Rule  13bis 
separately  from  the  description,  together  with  an  indication  of 
the  date  on  which  the  International  Bureau  received  such 
indications, 

(ix)  any  inforaiation  concerning  a  priority  claim  considered  not 
to  have  been  made  under  Rule26^w.2(b),  the  publication  of 
which  is  requested  under  Rule  26bis.2{c). 

(b)  to  (i)  [No  change] 

48.3  Languages  of  Publication 

(a)  If  the  international  application  is  filed  in  Chinese,  English, 
French,  German,  Japanese,  Russian  or  Spanish  ("languages  of 
publication"),  that  application  shall  be  published  in  the  lan- 
guage in  which  it  was  filed. 

(a-bis)  If  the  international  application  is  not  filed  in  a  language 
of  publication  and  a  translation  into  a  language  of  publication 
has  been  furnished  under  Rule  12.3,  that  application  shall  be 
pubhshed  in  the  language  of  that  translation. 

(b)  If  the  international  application  is  filed  in  a  language  which 
is  not  a  language  of  publication  and  no  translation  into  a 
language  of  pubUcation  is  required  under  Rule  12.3(a),  that 
application  shall  be  published  in  English  translation.  The 
translation  shall  be  prepared  under  the  responsibility  of  the 
International  Searching  Authority,  which  shall  be  obliged  to 
have  it  ready  in  time  to  permit  international  publication  by  the 
prescribed  date,  or,  where  Article  64(3)(b)  applies,  to  permit 
the  communication  under  Article  20  by  the  end  of  the  19th 
month  after  the  priority  date.  Notwithstanding  Rule  16.1(a), 
the  International  Searching  Authority  may  charge  a  fee  for  the 
translation  to  the  applicant.  The  International  Searching  Au- 
thority shall  give  the  applicant  an  opportunity  to  comment  on 
the  draft  translation.  The  International  Searching  Authority 
shall  fix  a  time  limit  reasonable  under  the  circumstances  of  the 
case  for  such  comments.  If  there  is  no  time  to  take  the 
comments  of  the  applicant  into  account  before  the  translation 
is  communicated  or  if  there  is  a  difference  of  opinion  between 
the  applicant  and  the  said  Authority  as  to  the  correct  transla- 
tion, the  apphcant  may  send  a  copy  of  his  comments,  or  what 
remains  of  them,  to  the  International  Bureau  and  each  desig- 
nated Office  to  which  the  translation  was  communicated.  The 
International  Bureau  shall  publish  the  relevant  portions  of  the 
comments  together  with  the  translation  of  the  International 
Searching  Authority  or  subsequently  to  the  publication  of  such 
translation. 

(c)  [No  change] 

48.4  to  48.6  [No  change] 

Rule  49 
Copy,  Translation  and  Fee  Under  Article  22 

49. 1  to  49.4  [No  change] 

49.5  Contents  of  and  Physical  Requirements  for  the  Transla- 
tion 
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(a)  For  the  purposes  of  Article  22,  the  translation  of  the 
international  application  shall  contain  the  description  (subject 
to  paragraph  (sL-bis)),  the  claims,  any  text  matter  of  the 
drawings  and  the  abstract.  If  required  by  the  designated  Office, 
the  translation  shall  also,  subject  to  paragraphs  (b),  (c-bis)  and 
(e), 

(i)  to  (iii)  [No  change] 

(a-bis)  No  designated  Office  shall  require  the  applicant  to 
furnish  to  it  a  translation  of  any  text  matter  contained  in  the 
sequence  listing  part  of  the  description  if  such  sequence  listing 
part  complies  with  Rule  12.1(d)  and  if  the  description  complies 
with  Rule  5.2(b). 

(b)  to  (1)  [No  change] 

Rule  54 
The  Applicant  Entitled  to  Make  a  Demand 

54.1  [No  change] 

54.2  Right  to  Make  a  Demand 

The  right  to  make  a  demand  under  Article  31(2)  shall  exist  if 
the  applicant  making  the  demand  or,  if  there  are  two  or  more 
applicants,  at  least  one  of  them  is  a  resident  or  national  of  a 
Contracting  State  bound  by  Chapter  II  and  the  international 
application  has  been  filed  with  a  receiving  Office  of  or  acting 
for  a  Contracting  State  bound  by  Chapter  II. 

(i)  and  (ii)  [Deleted] 

54.3  [No  change] 

54.4  [No  change,  except  for  the  deletion  of  the  redundant 
numbering  of  paragraph  "(a)"] 

Rule  55 
Languages  (International  Preliminary  Examination) 

55.1  [No  change] 

55.2  Translation  of  International  Application 

(a)  Where  neither  the  language  in  which  the  international 
application  is  filed  nor  the  language  in  which  the  international 
application  is  published  is  accepted  by  the  International 
Preliminary  Examining  Authority  that  is  to  carry  out  the 
international  preliminary  examination,  the  applicant  shall, 
subject  to  paragraph  (b),  furnish  with  the  demand  a  translation 
of  the  international  application  into  a  language  which  is  both: 

(i)  a  language  accepted  by  that  Authority,  and 

(ii)  a  language  of  publication. 

(b)  Where  a  translation  of  the  international  application  into  a 
language  referred  to  in  paragraph  (a)  was  transmitted  to  the 
International  Searching  Authority  under  Rule  23.1(b)  and  the 
International  Preliminary  Examining  Authority  is  part  of  the 
same  national  Office  or  intergovernmental  organization  as  the 
International  Searching  Authority,  the  applicant  need  not 
furnish  a  translation  under  paragraph(a).  In  such  a  case,  unless 
the  applicant  furnishes  a  translation  under  paragraph  (a),  the 
international  preliminary  examination  shall  be  carried  out  on 
the  basis  of  the  translation  transmitted  under  Rule  23.1(b). 

(c)  [No  change] 

(d)  If  the  applicant  complies  with  the  invitation  within  the  time 
limit  under  paragraph  (c),  the  said  requirement  shall  be 
considered  to  have  been  complied  with.  If  the  applicant  fails  to 
do  so,  the  demand  shall  be  considered  not  to  have  been 
submitted  and  the  International  Preliminary  Examining  Au- 
thority shall  so  declare. 

(e)  [Deleted] 

55.3  [No  change] 

Rule  57 
The  Handlmg  Fee 

57.1  [No  change,  except  for  the  deletion  of  the  redundant 
numbering  of  paragraph  "(a/"] 

57.2  Amount 

(a)  [No  change] 

(b)  [Remains  deleted] 


(c)  The  handling  fee  shall  be  payable  in  the  currency  or  one  of 
the  currencies  prescribed  by  the  International  Preliminary 
Examining  Authority  ("prescribed  currency"),  it  being  under- 
stood that,  when  transferred  by  that  Authority  to  the  Interna- 
tional Bureau,  it  shall  be  freely  convertible  into  Swiss  cur- 
rency. The  amount  of  the  handling  fee  shall  be  established,  in 
each  prescribed  currency,  for  each  International  Preliminary 
Examining  Authority  which  prescribes  the  payment  of  the 
handling  fee  in  any  currency  other  than  Swiss  currency,  by  the 
Director  General  after  consultation  with  the  Office  with  which 
consultation  takes  place  under  Rule  15.2(b)  in  relation  to  that 
currency,  or,  if  there  is  no  such  Office,  with  the  Authority 
which  prescribes  payment  in  that  currency.  The  amount  so 
established  shall  be  the  equivalent,  in  round  figures,  of  the 
amount  in  Swiss  currency  set  out  in  the  Schedule  of  Fees.  It 
shall  be  notified  by  the  International  Bureau  to  each  Interna- 
tional Preliminary  Examining  Authority  prescribing  payment 
in  that  prescribed  currency  and  shall  be  published  in  the 
Gazette. 

(d)  and  (e)  [No  change] 

57.3  Time  Limit  for  Payment;  Amount  Payable 

The  handling  fee  shall  be  paid  within  one  month  from  the  date 
on  which  the  demand  was  submitted,  provided  that,  where  the 
demand  was  transmitted  to  the  International  PreUminary  Ex- 
amining Authority  under  Rule  59.3,  the  handling  fee  shall  be 
paid  within  one  month  from  the  date  of  receipt  by  that 
Authority.  The  amount  payable  shall  be  the  amount  applicable 
on  that  date  of  submittal  or  date  of  receipt,  as  the  case  may  be. 
For  the  purposes  of  the  preceding  two  sentences,  Rule  59.3(e) 
shall  not  apply. 

(b)  [Remains  deleted] 

(c)  [Deleted] 

57.4  [Deleted] 

57.5  [Remains  deleted] 

57.6  Refund 

The  International  Preliminary  Examining  Authority  shall  re- 
fund the  handling  fee  to  the  appUcant: 

(i)  [No  change] 

(ii)  if  the  demand  is  considered,  under  Rule  54.4,  not  to  have 
been  submitted. 

Rule  58 
The  Preliminary  Examination  Fee 

58.1  Right  to  Ask  for  a  Fee 

(a)  [No  change] 

(b)  The  amount  of  the  preliminary  examination  fee,  if  any, 
shall  be  fixed  by  the  International  Preliminary  Examining 
Authority.  As  to  the  time  limit  for  payment  of  the  preliminary 
examination  fee  and  the  amount  payable,  the  provisions  of 
Rule  57.3  relating  to  the  handling  fee  shall  apply  mutatis 
mutandis. 

(c)  [No  change] 

58.2  [Deleted] 

58.3  [No  change] 

Rule  5^bis 
Extension  of  Time  Limits  for  Payment  of  Fees 

58bis.l  Invitation  by  the  International  Preliminary  Examining 
Authority 

(a)  Where,  by  the  time  they  are  due  under  Rules  57.3  and 
58.1(b),  the  International  Preliminary  Examining  Authority 
finds  that  no  fees  were  paid  to  it,  or  that  the  amount  paid  to  it 
is  insufficient  to  cover  the  handling  fee  and  the  preliminary 
examination  fee,  the  Authority  shall  invite  the  applicant  to  pay 
to  it  the  amount  required  to  cover  those  fees,  together  with, 
where  applicable,  the  late  payment  fee  under  Rule  S^bis.l, 
within  a  time  limit  of  one  month  from  the  date  of  the  invitation. 

(b)  Where  the  International  Prelinunary  Examining  Authority 
has  sent  an  invitation  under  paragraph(a)  and  the  applicant  has 
not,  within  the  time  limit  referred  to  in  that  paragraph,  paid  in 
full  the  amount  due,  including,  where  applicable,  the  late 
payment  fee  under  Rule  5Sbis.2,  the  demand  shall,  subject  to 
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paragraph  (c),  be  considered  as  if  it  had  not  been  submitted  and 
the  International  Preliminary  Examining  Authority  shall  so 
declare. 

(c)  Any  payment  received  by  the  International  Preliminary 
Examining  Authority  before  that  Authority  sends  the  invitation 
under  paragraph  (a)  shall  be  considered  to  have  been  received 
before  the  expiration  of  the  time  limit  under  Rule  57.3  or 
58.1(b),  as  the  case  may  be.  (d)  Any  payment  received  by  the 
International  Preliminary  Examining  Authority  before  that 
Authority  proceeds  under  paragraph  (b)  shall  be  considered  to 
have  been  received  before  the  expiration  of  the  time  limit 
under  paragraph  (a). 

58^/i-.2  Late  Payment  Fee 

(a)  The  payment  of  fees  in  response  to  an  invitation  under  Rule 
58^/5. 1(a)  may  be  subjected  by  the  International  Preliminary 
Examining  Authority  to  the  payment  to  it,  for  its  own  benefit, 
of  a  late  payment  fee.  The  amount  of  that  fee  shall  be: 

(i)  50%of  the  amount  of  unpaid  fees  which  is  specified  in  the 
invitation,  or, 

(ii)  if  the  amount  calculated  under  item  (i)  is  less  than  the 
handling  fee,  an  amount  equal  to  the  handling  fee. 

(b)  The  amount  of  the  late  payment  fee  shall  not,  however, 
exceed  double  the  amount  of  the  handling  fee. 

Rule  59 

The  Competent  International 

Preliminary  Examining  Authority 

59.1  and  59.2  [No  change] 

59.3  Transmittal  of  Demand  to  the  Competent  International 
Preliminary  Examining  Authority 

(a)  If  the  demand  is  submitted  to  a  receiving  Office,  an 
International  Searching  Authority,  or  an  International  Prelimi- 
nary Examining  Authority  which  is  not  competent  for  the 
international  preliminary  examination  of  the  international  ap- 
pUcation,  that  Office  or  Authority  shall  mark  the  date  of  receipt 
on  the  demand  and,  unless  it  decides  to  proceed  under 
paragraph  (f),  transmit  the  demand  promptly  to  the  Interna- 
tional Bureau. 

(b)  If  the  demand  is  submitted  to  the  International  Bureau,  the 
International  Bureau  shall  mark  the  date  of  receipt  on  the 
demand. 

(c)  Where  the  demand  is  transmitted  to  the  International 
Bureau  under  paragraph  (a)  or  submitted  to  it  under  paragraph 
(b),  the  International  Bureau  shall  promptly: 

(i)  if  there  is  only  one  competent  International  Preliminary 
Examining  Authority,  transmit  the  demand  to  that  Authority 
and  inform  the  applicant  accordingly,  or 

(ii)  if  two  or  more  International  Preliminary  Examining  Au- 
thorities are  competent,  invite  the  applicant  to  indicate,  within 
15  days  from  the  date  of  the  invitation  or  19  months  from  the 
priority  date,  whichever  is  later,  the  competent  International 
Preliminary  Examining  Authority  to  which  the  demand  should 
be  transmitted. 

(d)  Where  an  indication  is  furnished  as  required  under  para- 
graph (c)(ii),  the  International  Bureaushall  promptly  transmit 
the  demand  to  the  competent  International  Preliminary  Exam- 
ining Authority  indicated  by  the  applicant.  Where  no  indication 
is  so  furnished,  the  demand  shall  be  considered  not  to  have 
been  submitted  and  the  International  Bureau  shall  so  declare. 

(e)  Where  the  demand  is  transmitted  to  a  competent  Interna- 
tional PreUminary  Examining  Authority  under  paragraph  (c),  it 
shall  be  considered  to  have  been  received  on  behalf  of  that 
Authority  on  the  date  marked  on  it  under  paragraph  (a)  or  (b), 
as  applicable,  and  the  demand  so  transmitted  shall  be  consid- 
ered to  have  been  received  by  that  Authority  on  that  date. 

(f)  Where  an  Office  or  Authority  to  which  the  demand  is 
submitted  under  paragraph  (a)  decides  to  transmit  that  demand 
directly  to  the  competent  International  Preliminary  Examining 
Authority,  paragraphs  (c)  to  (e)  shall  apply  mutatis  mutandis. 

Rule  60 
Certain  Defects  in  the  Demand  or  Elections 

60.1  Defects  in  the  Demand 

(a)  and  (b)  [No  change] 


(c)  Subject  to  paragraph  (d),  if  the  applicant  does  not  comply 
with  the  invitation  within  the  time  limit  under  paragraph  (a), 
the  demand  shall  be  considered  as  if  it  had  not  been  submitted 
and  the  International  Preliminary  Examining  Authority  shall  so 
declare. 

(d)  to  (g)  [No  change] 

60.2  Defects  in  Later  Elections 
(a)  and  (b)  [No  change] 

(c)  Subject  to  paragraph  (d),  if  the  applicant  does  not  comply 
with  the  invitation  within  the  time  limit  under  paragraph  (a), 
the  notice  shall  be  considered  as  if  it  had  not  been  submitted 
and  the  International  Bureau  shall  so  declare. 

(d)  [No  change] 

Rule  61 
Notification  of  the  Demand  and  Elections 

61.1  Notification  to  the  International  Bureau  and  the  AppUcant 

(a)  The  International  Preliminary  Examining  Authority  shall 
indicate  on  the  demand  the  date  of  receipt  or,  where  applicable, 
the  date  referred  to  in  Rule  60.1(b).  The  International  Prelimi- 
nary Examining  Authority  shall  promptly  either  send  the 
demand  to  the  International  Bureau  and  keep  a  copy  in  its  files 
or  send  a  copy  to  the  International  Bureau  and  keep  the 
demand  in  its  files. 

(b)  The  International  Preliminary  Examining  Authority  shall 
promptly  notify  the  applicant  of  the  date  of  receipt  of  the 
demand.  Where  the  demand  has  been  considered  under  Rules 
54.4,  55.2(d),  5Sbis.\{h)  or  60.1(c)  as  if  it  had  not  been 
submitted  or  where  an  election  has  been  considered  under  Rule 
60.1(d)  as  if  it  had  not  been  made,  the  International  Prelimi- 
nary Examining  Authority  shall  notify  the  applicant  and  the 
International  Bureau  accordingly. 

(c)  [No  change] 

61.2  and  61.3  [No  change] 

61.4  Publication  in  the  Gazette 

Where  a  demand  has  been  filed  before  the  expiration  of  19 
months  from  the  priority  date,  thelntemational  Bureau  shall, 
promptly  after  the  filing  of  the  demand  but  not  before  the 
international  publication  of  the  international  application,  pub- 
lish in  the  Gazette  information  on  the  demand  and  the  elected 
States  concerned,  as  provided  in  the  Administrative  Instruc- 
tions. 

Rule  62 
Copy  of  Amendments  Under  Article  19 
for  the  International  Preliminary  Examining  Authority 

62.1  Amendments  Made  Before  the  Demand  is  Filed 

Upon  receipt  of  a  demand,  or  a  copy  thereof,  from  the 
International  Preliminary  Examining  Authority,  the  Interna- 
tional Bureau  shall  promptly  transmit  a  copy  of  any  amend- 
ments under  Article  19,  and  any  statement  referred  to  in  that 
Article,  to  that  Authority,  unless  that  Authority  has  indicated 
that  it  has  already  received  such  a  copy. 

62.2  Amendments  Made  After  the  Demand  is  Filed 

If,  at  the  time  of  fifing  any  amendments  under  Article  19,  a 
demand  has  already  been  submitted,  the  applicant  shall  pref- 
erably, at  the  same  time  as  he  files  the  amendments  with  the 
International  Bureau,  also  file  with  the  International  Prelimi- 
nary Examining  Authority  a  copy  of  such  amendments  and  any 
statement  referred  to  in  that  Article.  In  any  case,  the  Interna- 
tional Bureau  shall  promptly  transmit  a  copy  of  such  amend- 
ments and  statement  to  that  Authority. 

Rule  66 
Procedure  Before  the  International 
Preliminary  Examining  Authority 

66.1  to  66.7  [No  change] 

66.8  Form  of  Amendments 

(a)  Subject  to  paragraph  (b),  the  applicant  shall  be  required  to 
submit  a  replacement  sheet  for  every  sheet  of  the  international 
application  which,  on  account  of  an  amendment,  differs  from 
the  sheet  previously  filed.  The  letter  accompanying  the  re- 


1280  OG  664 
(197) 


OFFICIAL  GAZETTE 


March  2,  2004 


placement  sheets  shall  draw  attention  to  the  differences  be- 
tween the  replaced  sheets  and  the  replacement  sheets  and  shall 
preferably  also  explain  the  reasons  for  the  amendment. 

(b)  Where  the  amendment  consists  in  the  deletion  of  passages 
or  in  minor  alterations  or  additions,  the  replacement  sheet 
referred  to  in  paragraph  (a)  may  be  a  copy  of  the  relevant  sheet 
of  the  international  application  containing  the  alterations  or 
additions,  provided  that  the  clarity  and  direct  reproducibility  of 
that  sheet  are  not  adversely  affected.  To  the  extent  that  any 
amendment  results  inthe  cancellation  of  an  entire  sheet,  that 
amendment  shall  be  communicated  in  a  letter  which  shall 
preferably  also  explain  the  reasons  for  the  amendment. 

66.9  Language  of  Amendments 

(a)  Subject  to  paragraphs  (b)  and  (c),  if  the  international 
application  has  been  filed  in  a  language  other  than  the  language 
in  which  it  is  published,  any  amendment,  as  well  as  any  letter 
referred  to  in  Rule  66.8,  shall  be  submitted  in  the  language  of 
publication. 

(b)  to  (d)  [No  change] 

Rule  69 
Start  of  and  Time  Limit  for 
International  Preliminary  Examination 

69.1  [No  change] 

69.2  Time  Limit  for  International  Preliminary  Examination 

The  time  limit  for  establishing  the  international  preliminary 
examination  report  shall  be: 

(i)  28  months  from  the  priority  date,  or 

(ii)  eight  months  from  the  date  of  payment  of  the  fees  referred 
to  in  Rules  57.1  and  58.1(a),  or 

(iii)  eight  months  from  the  date  of  receipt  by  the  International 
Preliminary  Examining  Authority  of  the  translation  furnished 
under  Rule  55.2, 

whichever  expires  last. 

Rule  70 
The  International  Preliminary  Examination  Report 

70.1  to  70.6  [No  change] 

70.7  Citations  Under  Article  35(2) 

(a)  The  report  shall  cite  the  documents  considered  to  be 
relevant  for  supporting  the  statements  made  under  Article 
35(2),  whether  or  not  such  documents  are  cited  in  the  interna- 
tional search  report.  Documents  cited  in  the  international 
search  report  need  only  be  cited  in  the  report  when  they  are 
considered  by  the  International  Preliminary  Examining  Au- 
thority to  be  relevant. 

(b)  [No  change] 

70.8  to  70.15  [No  change] 

70.16  Annexes  to  the  Report 

Each  replacement  sheet  under  Rule  66.8(a)  or  (b),  each 
replacement  sheet  containing  amendments  under  Article  19 
and  each  replacement  sheet  containing  rectifications  of  obvi- 
ous errors  authorized  under  Rule  91.1(e)(iii)  shall,  unless 
superseded  by  later  replacement  sheets  or  amendments  result- 
ing in  the  cancellation  of  entire  sheets  under  Rule  66.8(b),  be 
annexed  to  the  report.  Amendments  under  Article  19  which 
have  been  considered  as  reversed  by  an  amendment  under 
Article  34  and  letters  under  Rule  66.8  shall  not  be  annexed. 

70.17  [No  change,  except  for  the  deletion  of  the  redundant 
numbering  of  paragraph  "(a)"] 

Rule  76 

Copy,  Translation  and  Fee  Under  Article  39(1); 

Translation  of  Priority  Document 

76.1  to  76.3  [Remain  deleted] 

76.4  Time  Limit  for  Translation  of  Priority  Document 

The  applicant  shall  not  be  required  to  furnish  to  any  elected 
Office  a  translation  of  the  priority  document  before  the 
expiration  of  the  applicable  time  limit  under  Article  39. 

76.5  and  76.6  [No  change] 


Rule  80 
Computation  of  Time  Limits 

80.1  to  80.5  [No  change] 

80.6  [No  change,  except  for  the  deletion  of  the  redundant 
numbering  of  paragraph  "(a)"] 

80.7  [No  change] 

Rule  Slter 
Rectification  of  Errors  Made  by 
the  Receiving  Office  or  by  the  International  Bureau 

82ter.l  Errors  Concerning  the  International  Filing  Date  and  the 
Priority  Claim 

If  the  applicant  proves  to  the  satisfaction  of  any  designated  or 
elected  Office  that  the  international  filing  date  is  incorrect  due 
to  an  error  made  by  the  receiving  Office  or  that  the  priority 
claim  has  been  erroneously  considered  by  the  receiving  Office 
or  the  International  Bureau  not  to  have  been  made,  and  if  the 
error  is  an  error  such  that,  had  it  been  made  by  the  designated 
or  elected  Office  itself,  that  Office  would  rectify  it  under  the 
national  law  or  national  practice,  the  said  Office  shall  rectify 
the  error  and  shall  treat  the  international  application  as  if  it  had 
been  accorded  the  rectified  international  filing  date  or  as  if  the 
priority  claim  had  not  been  considered  not  to  have  been  made. 

Rule  86'^^ 
The  Gazette 

86.1  Contents  and  Form 

(a)  The  Gazette  referred  to  in  Article  55(4)  shall  contain: 

(i)  for  each  published  international  application,  the  data  speci- 
fied by  the  Administrative  Instructions  taken  from  the  front 
page  of  the  pamphlet  published  under  Rule  48,  the  drawing  (if 
any)  appearing  on  the  said  front  page,  and  the  abstract, 

(ii)  to  (v)  [No  change] 

(b)  The  information  referred  to  in  paragraph  (a)  shall  be  made 
available  in  two  forms: 

(i)  as  a  Gazette  in  paper  form,  which  shall  contain  the  data 
specified  by  the  Administrative  Instructions  taken  from  the 
front  page  of  the  pamphlet  published  under  Rule  48  ("biblio- 
graphic data")  and  the  matters  referred  to  in  paragraph  (a)(ii)  to 
(V); 

(ii)  as  a  Gazette  in  electronic  form,  which  shall  contain  the 
bibliographic  data,  the  drawing  (if  any)  appearing  on  the  said 
front  page,  and  the  abstract. 

86.2  Languages;  Access  to  the  Gazette 

(a)  The  Gazette  in  paper  form  shall  be  published  in  a  bilingual 
(English  and  French)  edition.  It  shall  also  be  pubhshed  in 
editions  in  any  other  language,  provided  the  cost  of  publication 
is  assured  through  sales  or  subventions. 

(b)  [No  change] 

(c)  The  Gazette  in  electronic  form  referred  to  in  Rule 
86.1(b)(ii)  shall  be  made  accessible,  in  English  and  French  at 
the  same  time,  by  any  electronic  ways  and  means  specified  in 
the  Administrative  Instructions.  The  translations  shall  be  en- 
sured by  the  International  Bureau  in  English  and  French. 
Thelntemational  Bureau  shall  ensure  that  the  making  acces- 
sible of  the  Gazette  in  electronic  form  shall  be  effected  on,  or 
as  soon  as  possible  after,  the  date  of  pubUcation  of  the 
pamphlet  containing  the  international  application. 

86.3  to  86.6  [No  change] 


Rule  S9bis 
Filing,  Processing  and  Transmission 

of  International  Applications 
and  Other  Documents  in  Electronic 

Form  or  by  Electronic  Means 

S9bis.  1  International  Applications 

(a)  International  applications  may,  subject  to  paragraphs  (b)  to 
(e),  be  filed  and  processed  in  electronic  form  or  by  electronic 
means,  in  accordance  with  the  Administrative  Instructions, 
provided  that  any  receiving  Office  shall  permit  the  filing  of 
international  applications  on  paper. 
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(b)  These  Regulations  shall  apply  mutatis  mutandis  to  interna- 
tional applications  filed  in  electronic  form  or  by  electronic 
means,  subject  to  any  special  provisions  of  the  Administrative 
Instructions. 

(c)  The  Administrative  Instructions  shall  set  out  the  provisions 
and  requirements  in  relation  to  the  filing  and  processing  of 
international  applications  filed,  in  whole  or  in  part,  in  elec- 
tronic form  or  by  electronic  means,  including  but  not  limited 
to,  provisions  and  requirements  in  relation  to  acknowledgment 
of  receipt,  procedures  relating  to  the  according  of  an  interna- 
tional filing  date,  physical  requirements  and  the  consequences 
of  non-compliance  with  those  requirements,  signature  of 
documents,  means  of  authentication  of  documents  and  of  the 
identity  of  parties  communicating  with  Offices  and  authorities, 
and  the  operation  of  Article  12  in  relation  to  the  home  copy,  the 
record  copy  and  the  search  copy,  and  may  contain  different 
provisions  and  requirements  in  relation  to  international  appli- 
cations filed  in  different  languages. 

(d)  No  national  Office  or  intergovernmental  organization  shall 
be  obliged  to  receive  or  process  international  apphcations  filed 
in  electronic  form  or  by  electronic  means  unless  it  has  notified 
thelntemational  Bureau  that  it  is  prepared  to  do  so  in  compli- 
ance with  the  applicable  provisions  of  the  Administrative 
Instructions.  The  International  Bureau  shall  publish  the  infor- 
mation so  notified  in  the  Gazette. 

(e)  No  receiving  Office  which  has  given  the  International 
Bureau  a  notification  under  paragraph  (d)  may  refuse  to 
process  an  international  application  filed  in  electronic  form  or 
by  electronic  means  which  complies  with  the  applicable 
requirements  under  the  Administrative  Instructions. 

S9bis.2  Other  Documents 

Rule  89^/5.1  shall  apply  mutatis  mutandis  to  other  documents 
and  correspondence  relating  to  international  applications. 

89^15.3  Transmittal  Between  Offices 

Where  the  Treaty,  these  Regulations  or  the  Administrative 
Instructions  provide  for  documents,  notifications,  communica- 
tions or  correspondence  to  be  transmitted  by  one  national 
Office  or  intergovernmental  organization  to  another,  such 
transmittal  may,  where  so  agreed  by  both  the  sender  and  the 
receiver,  be  effected  in  electronic  form  or  by  electronic  means. 

Rule  S9ter^^^ 
Copies  in  Electronic  Form  of  Documents  Filed  on  Paper 

89/er.l  Copies  in  Electronic  Form  of  Documents  Filed  on 
Paper 

Any  national  Office  or  intergovernmental  organization  may 
provide  that,  where  an  international  application  or  other 
document  relating  to  an  international  application  is  filed  on 
paper,  a  copy  thereof  in  electronic  form,  in  accordance  with  the 
Administrative  Instructions,  may  be  furnished  by  the  applicant. 


Rule  91 
Obvious  Errors  in  Documents 

91.1  Rectification 

(a)  to  (c)  [No  change] 

(d)  Rectification  may  be  made  on  the  request  of  the  applicant. 
The  authority  having  discovered  what  appears  to  be  an  obvious 
error  may  invite  the  apphcant  to  present  a  request  for  rectifi- 
cation as  provided  in  paragraphs  (e)  to  (g-quater).  Rule  26.4 
shall  apply  mutatis  mutandis  to  the  manner  in  which  rectifica- 
tions shall  be  requested. 

(e)  to  (g-quater)  [No  change] 

Rule  92 
Correspondence 

92.1  [No  change] 

92.2  Languages 

(a)  Subject  to  Rules  55.1  and  66.9  and  to  paragraph  (b)  of  this 
Rule,  any  letter  or  document  submitted  by  the  applicant  to  the 
International  Searching  Authority  or  the  International  Prelimi- 
nary Examining  Authority  shall  be  in  the  same  language  as  the 
international  application  to  which  it  relates.  However,  where  a 
translation  of  the  international  application  has  been  transmitted 


under  Rule23.1(b)  or  furnished  under  Rule  55.2,  the  language 
of  such  translation  shall  be  used. 

(b)  [No  change] 

(c)  [Remains  deleted] 

(d)  and  (e)  [No  change] 

92.3  [No  change] 

92.4  Use  of  Telegraph,  Teleprinter,  Facsimile  Machine,  Etc. 

(a)  A  document  making  up  the  international  application,  and 
any  later  document  or  correspondence  relating  thereto,  may, 
notwithstanding  the  provisions  of  Rules  11.14  and  92.1(a),  but 
subject  to  paragraph  (h),  be  transmitted,  to  the  extent  feasible, 
by  telegraph,  teleprinter,  facsimile  machine  or  other  like  means 
of  communication  resulting  in  the  filing  of  a  printed  or  written 
document. 

(b)  to  (h)  [No  change] 

Rule  93 
Keeping  of  Records  and  Files 

93.1  to  93.3  [No  change] 

93.4  Reproductions 

For  the  purposes  of  this  Rule,  records,  copies  and  files  may  be 
kept  as  photographic,  electronic  or  other  reproductions,  pro- 
vided that  the  reproductions  are  such  that  the  obligations  to 
keep  records,  copies  and  files  under  Rules  93. 1  to  93.3  are  met. 

Rule  94'" 
Access  to  Files 

94.1  Access  to  the  File  Held  by  the  International  Bureau 

(a)  At  the  request  of  the  applicant  or  any  person  authorized  by 
the  applicant,  the  International  Bureau  shall  furnish,  subject  to 
reimbursement  of  the  cost  of  the  service,  copies  of  any 
document  contained  in  its  file. 

(b)  The  International  Bureau  shall,  at  the  request  of  any  person 
but  not  before  the  international  publication  of  the  international 
application  and  subject  to  Article  38,  furnish,  subject  to  the 
reimbursement  of  the  cost  of  the  service,  copies  of  any 
document  contained  in  its  file. 

94.2  Access  to  the  File  Held  by  the  International  Preliminary 
Examining  Authority 

At  the  request  of  the  apphcant  or  any  person  authorized  by  the 
applicant,  or,  once  the  international  preliminary  examination 
report  has  been  established,  of  any  elected  Office,  the  Interna- 
tional Preliminary  Examining  Authority  shall  furnish,  subject 
to  reimbursement  of  the  cost  of  the  service,  copies  of  any 
document  contained  in  its  file. 

94.3  Access  to  the  File  Held  by  the  Elected  Office 

If  the  national  law  applicable  by  any  elected  Office  allows 
access  by  third  parties  to  the  file  of  a  national  application,  that 
Office  may  allow  access  to  any  documents  relating  lo  the 
intemationalapplication,  including  any  document  relating  to 
the  international  preliminary  examination,  contained  in  its  file, 
to  the  same  extent  as  provided  by  the  national  law  for  access 
to  the  file  of  a  national  apphcation,  but  not  before  the 
international  publication  of  the  international  application.  The 
furnishing  of  copies  of  documents  may  be  subject  to  reim- 
bursement of  the  cost  of  the  service. 

SCHEDULE  OF  FEES 
as  in  force  from  January  1  to  June  30.  1998"*' 


Fees 

1.  Basic  Fee:  (Rule 
15.2(a)) 

(a)  if  the  international 
apphcation  contains  not 
more  than  30  sheets 

(b)  if  the  international 
application  contains 
more  than  30  sheets 


Amounts 


650'^'  Swiss  francs 


650'^^  Swiss  francs  plus 
15  Swiss  francs  for 
each  sheet  in  excess  of 
30  sheets 
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2.  Designation  Fee: 

(Rulel5.2(a)) 
(a)  for  designations  made 
under  Rule  4.9(a) 


(b)  for  designations  made 
under  Rule  4.9(b)  and 
confirmed  under  Rule 
4.9(c) 


3.'^'  Confirmation  Fee: 
(Rule  15.5(a)) 

4.f^^  Handling  Fee: 
(Rule  57.2(a)) 


150'^^  Swiss  francs  per 
designation,  provided 
that  any  designation 
made  under  Rule  4.9(a) 
in  excess  of  11  shall 
not 

require  the  payment  of 
a  designation  fee 


150"^^^  Swiss  francs  per 

designation 

50%of  the  sum  of  the 

designation 
fees  payable 
under  item  2(b) 
233  Swiss  francs 


All  fees  are  reduced  by  75%  for  international  applications 
filed  by  any  applicant  who  is  a  natural  person  and  who  is 
a  national  of  and  resides  in  a  State  whose  per  capita 
national  income  is  below  US  $3,000  (according  to  the 
average  per  capita  national  income  figures  used  by  the 
United  Nations  for  determining  its  scale  of  assessments 
for  the  contributions  payable  for  the  years  1995,  1996  and 
1997);  if  there  are  several  applicants,  each  must  satisfy 
those  criteria. 

SCHEDULE  OF  FEES 

as  in  force  from  July  1.  1998^**' 


Fees 


Amounts 


(Rule 


1.  Basic  Fee: 
15.2(a)) 

(a)  if  the  international 
application  contains  not 
more  than  30  sheets 

(b)  if  the  international 
application  contains 
more  than  30  sheets 


2.  Designation  Fee: 

(Rule  15. 2(a)) 
(a)  for  designations  made 

under  Rule  4.9(a) 


(b)  for  designations  made 
under  Rule  4.9(b)  and 
confirmed  under 
Rule  4.9(c)f'°^ 

3.  Handling  Fee: 
(Rule  57.2(a)) 


650^^^  Swiss  francs 

650'^^  Swiss  francs  plus 
15  Swiss  francs  for 
each  sheet  in  excess  of 
30  sheets 


150^^^  Swiss  francs  per 
designation,  provided 
that  any  designation 
made  under  Rule  4.9(a) 
in  excess  of  11  shall  not 
require  the  payment  of 
a  designation  fee 


150'^'  Swiss  francs  per 

designation 

233  Swiss  francs 


All  fees  are  reduced  by  75%for  international  applications 
filed  by  any  applicant  who  is  a  natural  person  and  who  is 
a  national  of  and  resides  in  a  State  whose  per  capita 
national  income  is  below  US  $3,000  (according  to  the 
average  per  capita  national  income  figures  used  by  the 
United  Nations  for  determining  its  scale  of  assessments 
for  the  contributions  payable  for  the  years  1995,  1996  and 
1997);  if  there  are  several  applicants,  each  must  satisfy 
those  criteria. 

1.  The  amendments  will  enter  into  force  on  July  1,  1998, 
except  where  otherwise  indicated. 


2.  The  amendments  of  Rule  86  will  enter  into  force  on 
January  1,  1998,  on  the  understanding  that,  for  practical 
reasons,  it  may  not  be  possible  for  the  new  formats  of  the 
Gazette  to  be  implemented  from  that  date,  in  which  case 
the  International  Bureau  will  continue  to  publish  the 
Gazette  in  the  present  format  for  a  short  period  after 
January  1,  1998,  and  the  new  formats  will  be  introduced 
as  soon  as  possible  after  that  date. 

3.  Rules  S9bis  and  S9ter,  to  be  inserted  in  Part  F  (Rules 
Concerning  Several  Chapters  of  the  Treaty)  before  Rule 
90,  will  enter  into  force  at  the  same  time  as  the 
modifications  of  the  Administrative  Instructions 
implementing  those  Rules,  the  effective  date  to  be 
included  in  the  promulgation  of  those  modifications  by  the 
Director  General. 


4.  Rules  S9bis  and  S9ter,  to  be  inserted  in  Part  F  (Rules 
Concerning  Several  Chapters  of  the  Treaty)  before  Rule 
90,  will  enter  into  force  at  the  same  time  as  the 
modifications  of  the  Administrative  Instructions 
implementing  those  Rules,  the  effective  date  to  be 
included  in  the  promulgation  of  those  modifications  by  the 
Director  General. 

5.  Rule  94  as  amended  will  apply  only  in  respect  of 
international  applications  filed  on  or  after  July  1,1998; 
present  Rule  94  will  continue  to  apply  after  July  1,  1998, 
in  respect  of  international  applications  filed  before  that 
date. 

6.  The  Schedule  of  Fees  appearing  on  this  page  will  enter 
into  force  on  January  1,  1998;  it  will  be  further  amended 
with  effect  from  July  1,  1998,  by  deleting  item  3  and 
renumbering  item  4  as  item  3  (see  the  following  page). 

7.  The  new  amounts  of  the  basic  fee  and  the  designation 
fee  will  apply  only  to  international  applications  filed  on  or 
after  January  1,  1998. 

8.  The  Schedule  of  Fees  appearing  on  this  page  will  enter 
into  force  on  July  1,  1998. 

9.  The  new  amounts  of  the  basic  fee  and  the  designation 
fee  will  apply  only  to  international  applications  filed  on  or 
after  January  1,  1998. 

10.  See  also  Rule  15.5(a)  for  the  confirmation  fee,  which 
is  also  payable. 

BRUCE  A.  LEHMAN 

Assistant  Secretary  of  Commerce  and 

Commissioner  of  Patents  and 

Trademarks 

[1210  OG  29] 
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Announcement  on  the  Starting  Date 

of  Operations  under  the  Eurasian 

Patent  Convention 


The  United  States  Patent  and  Trademark  Office  received 
notification  from  the  World  Intellectual  Property  Organization 
(WIPO)  that: 

1 .  The  starting  date  of  operation  under  the  Eurasian  Patent 
Convention*  which  was  done  at  Moscow  on  September  9, 
1994,  is  January  1,  1996.  As  from  that  date,  the  Eurasian  Patent 
Office  receives  Eurasian  patent  applications  and  Eurasian 
patents  can  be  sought**  in  international  applications  under  the 
Patent  Cooperation  Treaty  (PCT). 


Name  of  the  Office: 


Evraziiskoe  patentnoe 
vedomstrvo  (EAPV)  Eurasian 
Patent  Office  (EAPO) 


March  2,  2004 


U.S.  PATENT  AND  TRADEMARK  OFFICE 


1280  OG  667 
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Location  and  mail- 
ing 


Telephone: 
Facsimile: 


M.     Cherkassky     per.     2/6, 

EAPV 

address:      Moscow      Centre, 

GSP, 

103621  Russian  Federation 


(70-95)  206  63  21 
(70-95)  921  24  23 


The  President  of  the  Eurasian  Patent  Office  is  Mr.  Viktor  I 
Blinnikov. 

2.  By  December  31,  1995,  the  following  nine  States  (here- 
after referred  to  as  "the  Contracting  States")  have  deposited 
their  instruments  of  accession  to,  or  ratification  of,  the  Eur- 
asian Patent  Convention  with  the  Director  General  of  the 
World  Intellectual  Property  Organization:  Armenia,  Azer- 
baijan, Belarus,  Kazakstan,  Kyrgyzstan,  Republic  of  Moldova, 
Russian  Federation,  Tajikistan  and  Turkmenistan.*** 

3.  The  Convention  allows  anyone-irrespective  of  national- 
ity or  domicile-to  obtain  a  Eurasian  patent  for  invention, 
having  effect  in  all  the  Contracting  States,  by  filing  a  single 
application  with,  and  making  a  single  payment  to,  the  Eurasian 
Patent  Office  in  Moscow.  The  request  part  of  an  application  for 
the  grant  of  a  Eurasian  patent  must  be  in  Russian.  Other  parts 
of  the  Eurasian  application  may,  at  the  moment  of  the  filing  of 
the  application,  be  in  Russian  or  in  any  other  language.  For  any 
parts  that  are  not  in  Russian,  a  Russian  translation  must  be 
furnished  by  the  appUcant  within  two  months  following  the 
date  of  receipt,  by  the  Eurasian  Patent  Office,  of  the  Eurasian 
application.  The  Eurasian  Patent  Office  accepts  the  filing  of 
applications  by  facsimile,  but  the  signed  original  must  reach 
the  Office  within  14  days. 

4.  The  procedure  in  the  Eurasian  Patent  Office  follows  the 
usual  rules:  there  is  an  examination  as  to  form;  this  is  followed 
by  search,  publication  after  the  expiry  of  18  months  from  the 
priority  date,  substantive  examination  (which  is  done  on  the 
request  of  the  applicant;  such  a  request  must  be  made  before 
the  expiry  of  six  months  from  the  date  of  publication  of  the 
search  report),  and  grant  or  refusal  of  grant  of  the  Eurasian 
patent. 

5.  If  the  grant  of  the  Eurasian  patent  is  refused,  the  applicant 
may  transform  his  Eurasian  application  into  national  applica- 
tions having  the  filing  date  and  the  priority  date,  if  any,  of  the 
Eurasian  application,  in  those  Contracting  States  in  which  he 
wishes  to  obtain  a  national  patent  under  the  national  procedure. 

6.  The  granted  Eurasian  patent  is  not  a  bundle  of  national 
patents  but  has,  in  the  Contracting  States,  a  unitary  legal  effect 
governed  by  the  Convention  and  the  Patent  Regulations 
adopted  by  the  Administrative  Council. 

7.  Any  dispute  concerning  the  validity  in  a  given  Contract- 
ing State,  or  an  infringement  in  a  given  Contracting  State,  of  a 
Eurasian  patent  will  be  decided  by  the  national  courts  or  other 
competent  authorities  of  that  State  on  the  basis  of  the  Conven- 
tion and  the  Patent  Regulations.  Such  a  decision  has  legal 
effect  only  in  the  territory  of  that  Contracting  State. 

8.  In  the  case  of  a  dispute,  any  national  court  or  other 
competent  authority  of  a  Contracting  State  in  which  Russian  is 
not  a  State  language  may  require  that  the  plaintiff  furnish  to  it 
a  translation  of  the  Eurasian  patent  in  the  State  language. 

9.  There  is  no  requirement  and  no  possibility  to  designate 
Contracting  States  in  the  Eurasian  patent  application.  The 
Eurasian  patent  has  effect  on  the  territory  of  all  Contracting 
States  from  the  date  of  its  publication  by  the  Eurasian  Patent 
Office.  However,  at  the  time  when  the  annual  maintenance  fees 
are  due  and  are  paid,  the  owner  of  the  patent  must  designate  by 
name  those  Contracting  States  in  which  he  wishes  the  effect  of 
the  patent  to  continue.  Designations  must  be  addressed  to  the 
Eurasian  Patent  Office,  and  the  patent  maintenance  fees  must 
be  paid  at  the  same  time.  A  separate  fee  is  payable  in  respect 
of  each  designated  Contracting  State. 

10.  Any  person  who  has  the  right  to  be  a  representative 
before  the  national  Patent  Office  of  a  Contracting  State  and 
who  is  registered  with  the  Eurasian  Patent  Office  as  a  patent 
agent  may  act  as  representative  before  the  Eurasian  Patent 
Office.  Where  the  applicant  does  not  have  his  residence  or 


principal  place  of  business  in  the  territory  of  a  Contracting 
State,  he  is  required  to  be  represented  by  a  so  registered  patent 
agent. 

1 1 .  The  fee  to  be  paid  at  the  filing  of  a  Eurasian  application 
(so  called  "unitary  procedural  fee")  is  US$  800,  plus  US$  50 
for  each  claim  in  excess  of  ten,  if  any.  This  fee  covers  also 
search  and  publication.  This  fee  is  reduced  by  25 

when  the  application,  filed  via  the  PCT,  enters  the  regional 
phase  before  the  Eurasian  Patent  Office  and  is  accompanied  by 
an  international  (PCT)  search  report.  A  further  amount  of  US$ 
800  is  payable  when  examination  is  requested.  Finally,  US$ 
500  are  payable  when  the  Eurasian  patent  is  granted. 

12.  The  list  of  registered  patent  agents,  the  schedule  of  fees 
and  printed  application  (and  other)  forms  are  available  from 
the  Eurasian  Patent  Office. 

*  For  the  text  of  the  Eurasian  Patent  Convention,  see  Industrial 
Property  Laws  and  Treaties,  MULTILATERAL  TREATIES  - 
Text  2-013,  Industrial  Property  and  Copyright,  July/August 
1995. 

**  For  designation  of  States  party  to  the  Eurasian  Patent 
Convention,  see  PCT  Newsletter  No.  11/1995,  pages  1  and  6. 

***  As  to  the  date  of  entry  into  force  of  the  Convention  for  a 
given  State,  see  the  corresponding  EAPC  Notification  issued 
by  WIPO. 


February  13,  1996 


BRUCE  A.  LEHMAN 

Assistant  Secretary  of  Commerce  and 

Commissioner  of  Patents  and 

Trademarks 

[1184  OG  40] 


(199)  Pre-Grant  Publication  Helpful  Hint: 

File  Continuation  or  Divisional  Application  with  a 

New  Specification  and  Copy  of  Oath  or 

Declaration  from  Prior  Application 

If  a  continuing  application  is  being  filed  that  has  any 
differences  in  the  specification  (including  claims)  relative  to 
the  prior  application,  the  guidelines  in  this  notice  should  be 
followed  to  ensure  that  the  desired  information  gets  published. 
Any  utility  or  plant  patent  application,  including  any  continu- 
ing appUcation,  that  will  be  pubUshed  pursuant  to  35  U.S.C. 
122(b)  should  be  filed  under  37  CFR  1.53(b)  with  a  specifi- 
cation (including  the  claims),  and  drawings,  that  apphcant 
would  like  to  have  published.  This  is  important  because  the 
Office  will  generally  publish  the  specification  (including  the 
claims)  and  drawings  as  filed  and,  under  35  U.S.C.  154(d),  a 
patentee  may  obtain  provisional  rights  if  the  invention  claimed 
in  a  patent  is  substantially  identical  to  the  invention  claimed  in 
the  application  publication.  Filing  a  continuing  application 
under  37  CFR  1.53(b)  with  a  preliminary  amendment  (which 
makes  all  the  desired  changes  to  the  specification,  including 
adding,  deleting  or  amending  claims)  is  NOT  recommended 
because  the  changes  made  by  the  preliminary  amendment  will 
generally  not  be  reflected  in  the  patent  application  pubUcation 
even  if  the  preliminary  amendment  is  referred  to  in  an  oath  or 
declaration. 

A  continuation  or  divisional  application  filed  under  37  CFR 
1.53(b)  may  be  filed  with  a  new  specification  and  corrected 
drawings,  along  with  a  copy  of  an  oath  or  declaration  from  a 
prior  (parent)  application,  so  long  as  no  matter  is  included  in 
the  new  specification  and  corrected  drawings  that  would  have 
been  new  matter  in  the  prior  apphcation.  Thus,  the  new 
specification  and  corrected  drawings  may  include  some  or  all 
of  the  amendments  entered  during  the  prosecution  of  the  prior 
application(s),  as  well  as  additional  amendments  submitted  for 
clarity  or  contextual  purposes,  and  a  new  set  of  claims.  See 
Changes  to  Patent  Practice  and  Procedure.  Final  Rule.  62  Fed. 
Reg.  53132,  53148  (October  10,  1997);  1203  Off.  Gaz.  Pat- 
Office  63,  77  (October  21,  1997),  and  37  CFR  1.63(d)(1). 

In  order  to  have  a  patent  application  publication  of  a 
continuation  or  divisional  application  contain  only  a  desired 
set  of  claims,  rather  than  the  set  of  claims  in  the  prior 
application,  it  is  strongly  recommended  that  the  continuation 
or  divisional  application  be  filed  under  37  CFR  1.53(b)  with  a 
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new  specification  containing  only  the  desired  set  of  claims.  If 
the  continuation  or  divisional  application  is  filed  with  a  copy  of 
the  specification  from  the  prior  application  along  with  a 
preliminary  amendment  which  cancels,  amends  and/or  adds 
new  claims,  publication  of  the  application,  as  amended,  would 
only  occur  if  a  copy  of  the  specification  (with  the  amended  set 
of  claims)  was  also  submitted  through  the  Office's  Electronic 
Filing  System  (EFS).  See  37  CFR  1.215(a)  and  (c),  and 
Assignment  of  Confirmation  Number  and  Time  Period  for 
Filing  a  Copy  of  an  Application  by  EFS  for  Eighteen-Month 
Publication  Purposes.  1241  Off.  Gaz.  Pat.  Office  97  (December 
26,  2000). 

General  questions  regarding  publication  of  patent  applica- 
tions should  be  directed  to  the  Customer  Service  Center,  OjQBce 
of  Patent  Publication,  by  telephone  at  (703)  305-  8283. 
Questions  regarding  EFS  should  be  directed  to  the  Electronic 
Business  Center  Help  desk  at  (703)  305-3028.  Questions 
regarding  filing  applications  under  37  CFR  1.53(b)  should  be 
directed  to  Eugenia  Jones  or  Fred  Silverberg,  Senior  Legal 
Advisors  in  the  Office  of  Patent  Legal  Administration.  Ms. 
Jones  can  be  reached  by  telephone  at  (703)306-5586  and  by 
e-mail  at  Eugenia.Jones@uspto.gov.  Mr.  Silverberg  can  be 
reached  by  telephone  at  (703)305-8986  and  by  e-mail  at 
Fred.Silverberg@uspto.gov. 


September  12,  2001 


STEPHEN  G.  KUNIN 

Deputy  Commissioner  for  Patent 
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(200)  Helpful  Hints  Regarding 

Publication  of  Patent  Applications 

The  United  States  Patent  and  Trademark  Office  (USPTO)  is 
now  publishing  pending  utility  and  plant  applications,  other 
than  reissue  applications,  under  the  eighteen-month  publica- 
tion provisions  (eighteen-month  publication)  of  the  American 
Inventors  Protection  Act  of  1999  (AIPA)  (PL.  106-113).  The 
USPTO  has  received  numerous  telephone  and  e-mail  inquiries 
concerning  publication  of  patent  applications.  This  "Helpful 
Hints"  notice  highlights  questions  and  answers  that  are  posted 
on  the  USPTO  web  site  at  www.uspto.gov/web/offices/dcom/ 
olia/aipa/infoexch.htni#C  and  provides  information  about  the 
Patent  Application  Information  Retrieval  System.  In  addition, 
this  notice  describes  how  the  projected  or  revised  publication 
date  of  an  application  is  communicated  to  applicant,  how 
applicants  are  informed  of  the  publication  of  an  application, 
and  provides  other  information  regarding  publication  of  patent 
applications. 

Ouestions  and  Answers 

The  USPTO  posts  questions  and  answers  addressing  repeat- 
edly asked  questions  on  the  USPTO  web  site.  Applicants  are 
encouraged  to  check  these  questions  and  answers  to  see  if  their 
inquiries  are  addressed  before  calling  the  USPTO.  Examples  of 
such  questions  and  answers  are: 

Q.  I  received  a  filing  receipt  with  a  projected  publica- 
tion date,  and  I  don't  think  that  the  application  should 
be  published,  what  should  I  do? 

A.  If  you  do  not  think  that  you  should  have  received  a 
projected  publication  date  because  you  filed  a  request 
for  continued  examination  or  because  the  filing  date  of 
the  application  is  before  November  29,  2000,  contact 
the  Technology  Center  where  your  application  is  as- 
signed and  ask  for  the  Customer  Service  Representa- 
tive. The  Representative  can  have  the  problem  cor- 
rected. 

Patent  Application  Information  Retrieval  System 

The  Patent  Application  Information  Retrieval  (PAIR)  system 
is  a  system  which  enables  applicants  and  the  public  to  obtain 
access  to  the  USPTO' s  electronic  records  for  a  patent  apph- 
cation  or  patent.  PAIR  has  a  public  side,  which  displays 
information  for  published  U.S.  patent  applications  and  U.S. 
patents,  as  well  as  a  private  side,  which  is  only  available  to 


certain  applicants  and  displays  information  for  the  applicants 
applications.  Private  PAIR  is  available  to  applicants  who  have 
a  customer  number  associated  with  the  correspondence  address 
for  an  application  and  who  have  acquired  the  access  software 
(Entrust  Direct  Software  and  a  PKI  certificate).  PAIR  can  be 
accessed  over  the  Internet  at  http;//pair.usp to.gov. 

If  a  projected  publication  date  has  been  assigned  to  a  patent 
application,  applicants  may  submit  corrections  to  the  biblio- 
graphic information  through  the  private  side  of  PAIR,  instead 
of  mailing  in  a  request  for  a  corrected  filing  receipt.  The 
correction  will  be  reflected  in  the  patent  application  publica- 
tion so  long  as  the  correction  is  submitted  more  than  twelve 
weeks  before  the  projected  publication  date.  In  the  private  side 
of  PAIR,  applicant  should  choose  the  PubUcation  Review 
button,  and  then  the  Request  Data  Change  button  on  the 
screen.  The  instructions  will  then  appear  with  a  data  entry  box 
in  which  the  changes  can  be  inserted.  For  instance  "An 
inventor  has  been  omitted.  John  Doe  should  be  added  with  a 
residence  of  Arlington,  VA."  Once  the  change  has  been 
confirmed,  the  Transmit  Request  button  should  be  selected, 
and  the  information  will  be  electronically  sent  to  the  USPTO. 
A  copy  of  the  request  will  not  be  placed  in  the  patent 
application  file.  Applicant  may  only  submit  a  request  through 
PAIR  to  request  correction  of  inventor  information  consistent 
with  the  inventor  information  reflected  in  the  patent  applica- 
tion file.  For  example,  if  the  USPTO  entered  four  of  the  five 
inventors  shown  in  the  executed  oath  or  declaration,  appUcant 
may  submit  a  request  through  PAIR  to  add  the  missing 
inventor.  If  the  originally  filed  executed  declaration  named  an 
inventor  who  should  not  have  been  named  as  an  inventor,  or 
did  not  include  someone  who  should  have  been  included  as  an 
inventor,  then  applicant  must  file  the  change  under  37  CFR 
1.48. 

Requests  filed  through  PAIR  will  arrive  in  the  Customer 
Support  Center  of  the  Electronic  Business  Center  (EBC), 
where  the  data  will  be  entered  in  the  USPTO' s  computer 
database,  and,  once  the  data  is  entered,  the  changes  will  be 
displayed  in  PAIR.  A  corrected  filing  receipt  will  be  mailed  to 
applicant  once  the  EBC  has  made  the  correction.  This  new 
means  of  requesting  a  change  to  the  bibliographic  data  should 
greatly  assist  the  applicant  and  the  Office,  and  should  signifi- 
cantly reduce  the  need  for  submitting  correspondence  by  mail 
requesting  corrected  filing  receipts.  The  Customer  Support 
Center  of  the  EBC  can  be  reached  by  telephone  at  (703) 
305-3028.  If  applicant  requests  a  change  that  cannot  be  made 
through  PAIR  (e.g.,  a  change  to  the  order  of  inventor  names,  or 
the  addition  of  an  inventor  not  named  in  the  executed  oath  or 
declaration),  then  the  EBC  will  send  a  communication  to 
applicant  indicating  that  the  request  cannot  be  made  through 
PAIR. 

Notice  of  Projected  Publication  Date 

The  filing  receipt  of  an  application  filed  on  or  after  Novem- 
ber 29,  2000,  including  a  Continued  Prosecution  Application 
(CPA)  filed  on  or  after  November  29,  2000  in  an  application 
filed  before  May  29,  2000,  includes  the  projected  publication 
date  (PPD)  that  has  been  assigned  to  a  patent  application,  or  if 
a  nonpublication  request  was  filed,  that  the  request  is  acknowl- 
edged and  confirming  that  there  is  no  PPD.  The  projected 
publication  date  of  an  application  is  the  Thursday  after  the  date 
that  is  eighteen  months  after  the  earliest  filing  date  claimed  by 
the  applicant.  Accordingly,  if  the  application  does  not  claim 
priority  under  35  U.S.C.  §§  119,  120  or  365,  then  the  projected 
publication  date  is  eighteen  months  after  the  filing  date  of  the 
application.  If  the  application  claims  priority,  such  as  priority 
under  35  U.S.C.  §  119(e)  to  a  provisional  application,  then  the 
projected  publication  date  is  the  Thursday  after  the  date  that  is 
eighteen  months  after  the  filing  date  of  the  provisional  apph- 
cation.  If  the  earliest  priority  claim  was  more  than  15  months 
before  the  filing  date  of  the  application,  then  the  projected 
publication  date  will  be  about  fourteen  weeks  after  the  mailing 
date  of  the  filing  receipt.  If  the  projected  publication  date  is 
changed  by  more  than  six  weeks,  a  "Notice  of  New  or  Revised 
Publication  Date"  will  be  mailed,  informing  applicant  of  the 
new  projected  publication  date. 

Notice  of  Publication  Prior  to  Publication  and  Publication  of 
Patent  Application 

Applicant  will  be  mailed  a  notice  which  will  indicate  the 
publication  number  and  publication  date  about  two  weeks 
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before  the  publication  date  of  the  application.  Upon  publica- 
tion, the  publication  will  be  available  on  the  USPTO  web  sites' 
Searchable  Patent  Databases  section  at  www.uspto.gov/patft 
and  information  about  the  application  will  be  available  on  the 
public,  as  well  as  on  the  private,  side  of  PAIR. 

Nonpublication  Requests 


Applicants  are  reminded  that  for  plant  and  utility  applica- 
tions filed  on  or  after  November  29,  2000,  a  request  for 
nonpublication  must  be  made  at  the  time  of  filing  and  be 
conspicuous.  See  37  CFR  1.213(a)(2).  A  non-conspicuous 
request  such  as  a  request  included  on  an  application  transmittal 
letter  will  generally  not  be  noticed,  and  the  application  will  be 
assigned  a  publication  date.  Applicants  are  encouraged  to  use 
USPTO  Form  PTO/SB/35,  if  a  nonpublication  request  is  to  be 
made  and  applicants  do  not  want  the  application  pubUshed  and 
the  benefits  of  35  U.S.C.  §  154(d).  If  a  nonpublication  request 
is  filed,  it  is  recommended  that  the  nonpublication  request  be 
itemized  on  a  post  card  receipt.  A  request  for  nonpublication  is 
appropriate  oiily  if  the  application  has  not  been  and  will  not  be 
the  subject  of  an  application  filed  in  another  country,  or  under 
a  multilateral  agreement,  that  requires  publication  of  applica- 
tions eighteen  months  after  filing. 


If  applicant  did  not  submit  a  nonpublication  request  on 
filing,  the  request  cannot  be  filed  later  and  be  effective.  See  35 
U.S.C.  122(b)(2)(B)(i).  Instead,  appUcant  may  expressly  aban- 
don the  application  by  filing  a  petition  under  37  CFR  1.138(c), 
and  file  a  continuation  application  under  37  CFR  1.53(b)  by 
including  a  nonpublication  request  upon  filing  of  the  continu- 
ation application.  The  continuation  application  may  claim 
benefit  under  35  U.S.C.  §  120  to  the  prior  application. 
Alternatively,  if  the  application  does  not  claim  priority  to 
another  application  (see  35  U.S.C.  §  111(b)(7)),  apphcant  may 
file  a  petition  to  convert  the  application  into  a  provisional 
application  (see  37  CFR  1.53(c)).  Thereafter,  applicant  may 
file  a  non-provisional  application  with  a  nonpublication  re- 
quest and  claim  the  benefit  of  the  prior  provisional  application 
in  the  non-provisional  application  under  35  U.S.C.  §  119(e). 
Applicant  cannot  avoid  publication  of  the  application  where  a 
nonpublication  request  complying  with  37  CFR  1.213(a)  has 
not  been  submitted  at  the  time  of  filing  by  subsequently 
submitting  a  request  for  continued  examination  (RCE),  since 
an  RCE  is  not  a  new  application.  In  addition,  a  CPA  cannot  be 
filed  because  the  prior  application  will  have  been  filed  on  or 
after  May  29,  2000.  See  37  CFR  1.53(d)(l)(i)(A). 

Avoid  Preliminary  Amendments 


Applicants  are  also  reminded  that  when  a  continuation  or 
divisional  application  (other  than  a  CPA)  is  filed,  applicant 
should  file  a  clean  copy  of  the  specification,  including  any 
required  amendments.  See  37  CFR  1.215(a).  A  copy  of  a 
previously-executed  oath  or  declaration  may  still  be  filed  with 
the  clean  copy  of  the  specification.  See  37  CFR  1.63(d)  and 
Changes  to  Patent  Practice  and  Procedure:  Final  Rule,  62  Fed. 
Reg.  53131,  53148  (October  10,  1997),  1203  Off.  Gaz.  Pat. 
Office  63,  77  (October  21,  1997).  If  preliminary  amendments 
are  filed,  the  preliminary  amendments  (new  claims,  etc.)  will 
not  be  reflected  in  the  patent  application  publication,  unless 
they  are  submitted  as  part  of  a  submission  through  the 
Electronic  Fifing  System  (EFS).  See  37  CFR  1.215(c).  For  a 
CPA,  the  application  that  is  pubfished  is  the  appfication  as 
originally  filed,  i.e.,  the  prior  application,  and  a  substitute 
specification  will  only  be  used  for  creating  the  patent  applica- 
tion publication  if  it  is  submitted  through  EFS. 

Voluntary  Pubfication  of  Applications  filed  Before  November 
29.2000 


The  Office  has  received  several  requests  for  voluntary 
publication  of  an  appfication  filed  prior  to  November  29,  2000, 
where  the  request  was  not  submitted  in  accordance  with  the 
EFS  requirements.  Such  requests  will  be  dismissed,  and  any 
processing  fee  paid  (including  those  authorized  to  be  charged, 
e.g.,  to  a  deposit  account)  will  be  retained.  See  37  CFR 
1.221(a).  If  applicant  meets  the  EFS  requirements,  but  does  not 
include  the  pubfication  and  processing  fees  as  set  forth  in  37 
CFR  1.18(d)  and  1.1 7(i),  respectively,  the  Office  will  send 
appficant  a  letter  requiring  the  fees,  and  pubfication  of  the 
application  wiU  be  delayed. 


For  Further  Information 

General  questions  regarding  pubfication  of  patent  applica- 
tions should  be  directed  to  the  Customer  Service  Center,  Office 
of  Patent  Publication,  by  telephone  at  (703)  305-8283.  Ques- 
tions regarding  the  Electronic  Filing  System  should  be  directed 
to  (703)  305-3028.  Questions  of  a  legal  nature  should  be 
directed  to  the  Office  of  Patent  Legal  Administration  at  (703) 
308-6906. 


July  20,  2001 


STEPHEN  G.  KUNIN 

Deputy  Commissioner  for 
Patent  Examination  Policy 
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(201)  PrintEFS 

An  Aid  for  Preparing  Bibliographic 
Information  for  a  U.S.  Patent  Application 

The  U.S.  Patent  and  Trademark  Office  (PTO)  is  pleased  to 
offer  a  new  program  on  its  Internet  web  site  entitled  "Print- 
EFS." This  program  will  assist  applicants  in  preparing  a 
standard  application  data  sheet  and  printing  it  to  paper  in  a 
machine-readable  format.  When  a  PrintEFS  application  data 
sheet  is  subnutted  with  a  new  patent  application,  it  enables  the 
PTO  to  electronically  capture  patent  appfication  bibfiographic 
information  from  that  sheet  greatly  reducing  the  PTO's  pro- 
cessing time  for  providing  the  applicant  with  an  automatic 
e-mail  or  fax  acknowledgement  of  papers  received. 

Bibliograhic  information  includes,  for  example,  the  name 
and  address  of  the  appficant,  the  title  of  the  invention,  and  the 
address  of  the  applicant's  representative.  Electronic  capture  of 
the  bibliographic  information,  from  a  properly  formatted 
application  data  sheet,  improves  the  accuracy  of  patent  appfi- 
cation information.  This,  then,  results  in  more  accurate  fifing 
receipts  and  other  records.  It  also  accelerates  the  initial  review 
process  primarily  by  reducing  the  time  spent  searching  various 
patent  application  papers  to  locate  the  bibliographic  informa- 
tion. Additionally,  the  need  for  manual  entry  of  this  informa- 
tion into  PTO  information  systems  is  greatly  reduced. 

The  appfication  data  sheets  can  be,  and  have  previously 
been,  produced  by  hand  or  by  a  word  processing  template.  The 
new  RintEFS  system  however,  is  easier  for  the  appficant  and 
produces  a  far  more  accurate  appfication  data  sheet.  Applicants 
who  have  been  using  the  previously  distributed  application 
data  sheets  are  urged  to  try  the  PrintEFS  system. 

Acquiring  PrintEFS: 

Applicants  with  computer  access  to  the  Internet  can  use  the 
PrintEFS  system  by  this  two  step  process: 

(1)  First,  the  user  downloads  and  installs  on  his  or  her 
computer  a  reusable  IntemetForms  Viewer  and  the  PrintEFS 
authoring  tool. 

(2)  Second,  the  user  runs  the  PrintEFS  program  to  produce 
an  appfication  data  sheet  which  may  be  printed  and  submitted 
with  a  new  patent  application.  The  viewer  and  authoring  tool 
may  be  reused. 

The  viewer  and  the  authoring  tool  are  obtained  by  clicking 
the  Download  Viewer  and  Download  Form  links  at  the  USPTO 
web  site,  http://www.uspto.gov/printefs.  The  viewer  is  an 
Internet  Web  browser  extension  that  was  suppfied  by  Unisoft 
Wares  Incorporated  (UWI).  Users  install  the  viewer  and  the 
authoring  tool  by  double  clicking  each  saved  file  (viewer  and 
authoring  tool)  and  following  the  install  instructions  provided 
within  each  program. 

PrintEFS  Technical  Requirements: 

The  following  computer  hardware,  software,  and  periph- 
erals are  needed: 

(1)  An  IBM-compatible  computer  with  Pentium  133  or 
above  (Pentium  200  or  above  recommended),  24  MB  RAM 
(32  MB  recommended); 

(2)  20MB  disk  space; 

(3)  Windows  95,  Windows  98,  or  Windows  NT; 


1280  OG  670 
(202) 


OFRCIAL  GAZETTE 


March  2,  2004 


(4)  An  Internet  Service  Provider; 

(5)  A  web  browser  such  as  Netscape  3.0,  Internet  Explorer 
3.0,  or  later  versions; 

(6)  A  mouse;  and 

(7)  A  printer. 

Using  PrintEFS: 

The  PrintEFS  authoring  tool  consists  of  the  data  entry 
screens  listed  below.  The  applicant  must  provide  the  re- 
quested information  that  is  relevant  to  the  application 
being  submitted  in  the  following  categories: 

(1)  Inventor  Information 

(2)  Correspondence  Information 

(3)  Application  Information 

(4)  Representative  Information 

(5)  Prior  Foreign  Information 

(6)  Continuity  Information. 

The  program  includes  easy-to-use  tools  such  as  indicators 
for  mandatory  fields,  drop-down  lists,  checkboxes,  and  tool 
tips.  The  program  also  verifies  the  format  of  the  information 
that  the  applicant  enters  in  each  data  entry  field,  and  validates 
the  information  where  possible.  It  then  prints  the  application 
data  sheet(s)  for  the  apphcant  to  submit  to  the  PTO  with  his  or 
her  new  patent  application.  The  applicant  may  print  a  copy  of 
the  data  entry  screens  at  any  time,  with  filled  information  fields 
or  blank  fields,  and  can  save  the  entry  screens  to  a  file  for 
reuse.  The  applicant  may  later  retrieve  and  modify  the  saved 
data  entry  screens  for  other  applications. 

When  a  properly  entered  PrintEFS  application  data  sheet 
accompanies  a  new  patent  application  a  courtesy  acknowl- 
edgement will  be  sent  to  the  electronic  mail  address  applicant 
has  provided.  It  will  indicate  that  the  PTO  has  received  and  is 
processing  the  patent  application.  If  an  electronic  mail  address 
is  not  provided,  the  courtesy  acknowledgement  will  be  sent  to 
the  applicant  using  the  fax  telephone  number  listed  in  the 
correspondence  information,  if  any. 

The  use  of  PrintEFS  and  the  use  of  the  application  data  sheet 
are  optional.  If  an  application  data  sheet  is  submitted  in  an 
application,  the  applicant  should  carefully  check  the  informa- 
tion he  or  she  provides  in  the  application  data  sheet  as  this 
information  will  be  used  to  establish  the  PTO  records  for  the 
application.  If  information  on  the  application  data  sheet  is 
different  from  information  provided  in  the  oath  or  declaration 
under  37  CFR  1.63,  the  information  provided  in  the  application 
data  sheet  will  still  be  used  to  establish  PTO  records  for  the 
application.  A  supplemental  application  data  sheet  may  be 
submitted  to  correct  or  update  information  provided  in  a 
previous  application  data  sheet.  A  supplemental  oath  or  decla- 
ration under  37  CFR  1.67  may  be  required  if  information 
provided  in  the  oath  or  declaration  under  37  CFR  1.63  is  not 
correct. 

Review  Under  the  Paperwork  Reduction  Act  of  1995: 

The  information  collection  involved  in  this  notice  is  subject 
to  the  Paperwork  Reduction  Act  of  1995  (44  U.S.C.  §  3501 

et  seq),  and  his  been  reviewed  by  the  Office  of  Management 
and  Budget  (OMB).  This  review  is  under  OMB  control  number 
0651-0032  and  is  approved  through  September  30,  2000.  This 
collection  of  information  is  required  by  35  U.S.C.  §§  111,  112, 
113,  115,  119,  and  120.  Use  of  the  PrintEFS  program  and  the 
application  data  sheet  format  are  voluntary.  Information  sub- 
mitted by  applicant  will  be  treated  confidentially  in  accordance 
with  35  U.S.C.  §  122  and  37  CFR.  §  1.14.  The  USPTO 
estimates  that  it  will  take  an  applicant  19  minutes  to  download 
and  install  the  Intemetforms  viewer  if  they  are  using  a  28.8K 
modem  or  1 1  minutes  if  they  are  using  a  56. 6K  modem.  It  will 
then  take  the  applicant  an  additional  12  minutes  to  read  and 
understand  the  instructions,  gather  and  enter  the  information, 
and  to  print  the  bibliographic  information.  Since  the  viewer 
only  needs  to  be  downloaded  and  installed  on.  it  will  only  take 
the  public  12  minutes  to  complete  the  bibliographic  infonna- 
tion  after  the  first  time  the  PrintEFS  authoring  tool  is  used.  The 
USPTO  anticipates  that  it  will  take  the  same  amount  of  time  to 
complete  and  print  the  PrintEFS  application  data  sheet  as  it 
does  to  use  altemativemeans  to  create  the  same  paper  printed 
output. 


For  Further  Information: 

A  copy  of  the  PrintEFS  Authoring  Guide  can  be  down- 
loaded from  the  USPTO's  Internet  Website  at  www.usp- 
to.gov/PrintEFS.  For  Further  Information  Contact:  The 
USPTO  Patent  Assistance  Center  at  1-800-786-9199  or 
send  an  electronic  message  to  PrintEFS@uspto.gov. 


August  6,  1999 


NICHOLAS  P  GODICI 

Deputy  Assistant  Commissioner 

for  Patent  Process  Services 
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Video  Conference  Center 


In  the  interest  of  providing  better  service  to  its  customers, 
the  Patent  and  Trademark  Office  (PTO)  has  established  a  Video 
Conference  Center  (VCC)  to  expedite  patent  and  trademark 
prosecution.  The  VCC  is  presently  administered  by  the  Patent 
Academy  and  is  available  for  authorized  official  business 
during  normal  business  hours  (8:30  AM  -  5:00  PM,  EST).  The 
VCC  equipment  includes  a  high  resolution  document  camera, 
direct  computer  input,  VCR  display  capability  and  a  high 
speed,  high  resolution  G-4  facsimile  machine.  At  this  time,  use 
of  the  VCC  will  be  limited  to  our  partnership  Patent  and 
Trademark  Depository  Libraries  (PTDLs)  located  at  Sunny- 
vale, Calif,  and  the  Great  Lakes  Patent  and  Trademark  Center 
at  the  Detroit  Public  Library,  which  have  duplicate  video 
equipment.  Customers  wishing  to  utilize  the  facilities  at  the 
above  noted  PTDLs  rather  than  coming  to  the  PTO  for  a 
face-to-face  interview,  should  contact  the  patent  examiner  or 
trademark  examining  attorney  and  identify  two  alternative 
dates  and  time  for  a  video  conference.  The  patent  examiner  or 
trademark  examining  attorney  will  then  contact  Patent  Acad- 
emy personnel  who  will,  in  turn,  make  all  the  arrangements. 
The  customer  will  be  notified  as  to  the  date  and  time  of  the 
video  conference. 

[1195  OG  16] 
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DEPARTMENT  OF  COMMERCE 

United  States  Patent  and  Trademark  OfBce 

[Docket  No.  010726192-1192-01] 

RIN  0651-AB39 


Notice  of  Electronic  Products  Available 

From  the  Information  Products  Division, 

Chief  Information  Officer, 

U.S.  Patent  and  Trademark  Office 

AGENCY:  United  States  Patent  and  Trademark  Office, 
Commerce. 

ACTION:  Notice 

SUMMARY:  The  USPTO  publishes  a  list  of  the  electronic 
patent  and  trademark  information  products  currently  available 
from  the  Information  Products  Division,  Office  of  the  Chief 
Information  Officer,  U.S.  Patent  and  Trademark  Office.  The 
products  are  made  available  in  order  to  disseminate  informa- 
tion on  patents  and  trademarks  to  the  public. 

ADDRESSES:  The  products  listed  below  can  be  ordered  by 
contacting  the  Information  Products  Division,  U.S.  Patent  and 
Trademark  Office,  Crystal  Park  3,  Suite  441,  Washington,  DC 
20231.  The  2001  USPTO  Products  and  Services  Catalog  is 
available  on  the  USPTO  Web  site  at:  http://www.uspto.gov/ 
web/offices/ac/ido/oeip/catalog/index.html.  The  site  provides 
more  in-depth  information  about  the  individual  products. 

FOR  FURTHER  INFORMATION  CONTACT:  Informa 
tion  Products  Division  at  703-306-2600. 

SUPPLEMENTARY  INFORMATION:  A  list  of  the  elec- 
tronic patent  and  trademark  information  products  currently 
available  is  given  below.  Included  with  the  product  title  is  the 
medium  and  price. 


March  2,  2004 
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Cassis  Series  of  Optical  Disc  Products — Electronic  Products  Branch 


Product 


Media 


Price 


Cassis  Sampler 

Patents  and  Trademarks  ASSIGN 

Patents  ASSIST 

Patents  BIB 

Patents  CLASS 

Trademarks  ASSIST 

Trademarks  BIB 

USAApp 

USAMark 

USAMark  Back  File 

USAPat 

USAPat  Back  File 


CD-ROM 

DVD-ROM 

DVD-ROM 

DVD-ROM 

DVD-ROM 

DVD-ROM 

DVD-ROM 

DVD-ROM 

CD-ROM 

CD-ROM 

DVD-ROM 

DVD-ROM 


Free 

$300/yr 

$200/yr 

$300/yr 

$300/yr 

$50 

$500/yr 

$2400/yr 

$200/yr 

$1180 

$2400/yr 

$20,000 


Patent  and  Trademark  Data — Data  Dissemination  Branch 


Product 


Media 


Price 


Patent  Bibliographic  Data/SGML  (Text  Only) 

Patent  Bibliographic/APS  (Retrospective) 

Patent  Grant  Data/SGML  (Text  Only) 

Patent  Grant  Data/SGML  (Text  Only) 

Patent  Grant  Data/SGML 

Patent  Application  Data/XML  (Text  Only) 

Patent  Application  Data/XML  (Text  Only) 

Patent  Application  Data/XML 

Patent  Image 

Patent  Image 

Patent  Image/TIFF 

Patent  Image  (Retrospective) 

Patent  Image/TIFF  (Retrospective) 

Master  Classification  File  (Patent  Sequence) 

Master  Classification  File  (Patent  Sequence) 

Master  Classification  File  (Class  Sequence) 

Master  Classification  File  (Class  Sequence) 

Index  to  U.S.  Patent  Class 

Index  to  U.S.  Patent  Class 

Manual  of  Classification 

Manual  of  Classification 

Patent  Assignment 

Trademark  Aimual  ASSIGN 

Trademark  Annual  ASSIGN 

Trademark  Annual  DEAD 

Trademark  Annual  DEAD 

Trademark  Annual  LIVE 

Trademark  Annual  LIVE 

Trademark  Annual  TTAB 

Trademark  Annual  TTAB 

Trademark  Monthly  Status 

Trademark  Monthly  Status 

Trademark  Image  Cropped  Registrations 

Trademark  Image  Cropped  Registrations 

Trademark  Image  Cropped  Registrations 

(Retro) 
Trademark  Image  Cropped  Registrations 

(Retro) 
Trademark  Image  Cropped  Apphcations 
Trademark  Image  Cropped  Applications 
Trademark  Image  Cropped  Applications 

(Retro) 
Trademark  Image  Cropped  Applications 

(Retro) 
Trademark  Weekly  Text 
Trademark  Weekly  Text 
Trademark  Application  24  Hour  Box 


OnUne  (FTP) 

Free 

4  MM 

$1500/yr 

Online  (FTP) 

$8800/yr 

DLT  Cartridge 

$13300/yr 

DLT  Cartridge 

$25150/yr 

OnUne  (FTP) 

$7140/for  2001 

DLT  Cartridge 

$10752/for  2001 

DLT  Cartridge 

$20328/for  2001 

3480  Cartridge  Tape 

$16550/yr 

DLT  Cartridge 

$12400/yr 

DLT  Cartridge 

$12400/yr 

$373000 

3480  Cartridge  Tape 

DLT  Cartridge 

$215350 

Online  (FTP) 

$930/yr 

DLT  Cartridge 

$1260/yr 

Online  (FTP) 

$930/yr 

DLT  Cartridge 

$1260/yr 

Online  (FTP) 

$312/yr 

DLT  Cartridge 

$312/yr 

OnUne  (FTP) 

$312/yr 

DLT  Cartridge 

$312/yr 

DLT  Cartridge 

$1190/yr 

OnUne  (FTP) 

$310/yr 

DLT  Cartridge 

$415/yr 

OnUne  (FTP) 

$1090/yr 

DLT  Cartridge 

$1350/yr 

OnUne  (FTP) 

$1190/yr 

DLT  Cartridge 

$1450/yr 

OnUne  (FTP) 

$210/yr 

DLT  Cartridge 

$260/yr 

OnUne  (FTP) 

$624/yr 

DLT  Cartridge 

$1860/yr 

3480  Cartridge  Tape 

$12950/yr 

DLT  Cartridge 

$6530/yr 

3480  Cartridge  Tape 

$620/yr 

DLT  Cartridge 

$985/yr 

3480  Cartridge  Tape 

$6475/yr 

DLT  Cartridge 

$4715/yr 

3480  Cartridge  Tape 

$620/yr 

DLT  Cartridge 

$985/yr 

Online  (FTP) 

$2950/yr 

DLT  Cartridge 

$6370/yr 

OnUne  (FTP) 

$13000/yr 

Patent  and  Trademark  Statistical  Reports — Technology  Assessment  and  Forecast  Branch 


Product 


Media 


Price 


Patenting  Trends  in  the  United  States,  1999 
Patenting  Trends  in  the  United  States,  1999 
Patenting  Trends  in  the  United  States,  1999 — 
State/Country  Report 


Paper 

$50 

CD-ROM 

$25 

Paper 

$50 
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Product 


Media 


Price 


Patenting  Trends  in  the  United  States,  1999- 

State/Country  Report 
U.S.  Colleges  and  Universities — 

Utility  Patent  Grants,  1999 
U.S.  Colleges  and  Universities — 

Utility  Patent  Grants,  1999 
Activity  Index  Report,  1999 
Activity  Index  Report,  1999 
Activity  Index  Report,  Corporate  Patenting 

1999 
Activity  Index  Report,  Corporate  Patenting 

1999 
Activity  Index  Report,  Utility 

Patent  Applications  1999 
Activity  Index  Report,  Utility 

Patent  Applications  1999 
Activity  Index  Report,  Corporate 

Utility  Patent  Applications  1999 
Activity  Index  Report,  Corporate 

Utility  Patent  Applications  1999 
Buttons  To  Biotech,  U.S.  Patenting  by 

Women, 

1977  to  1996— updated  through  1998 


CD-ROM 

$25 

Paper 

$50 

Diskette 
(2) 

Paper 
CD-ROM 

$25 

$90 

$25 

Paper 

$90 

CD-ROM 

Paper 

$25 
$50 

CD-ROM 

$25 

Paper 

$50 

CD-ROM 

$25 

Paper 


$20 


Product 


Media 


Price 


Selected  Technologies  Reports  (variable  lengths) 
General  Statistical  Reports — Issue  Dates  and 

Patent  Numbers  Since  1836 
General  Statistical  Reports — Utility  Patent 

Applications  by  Country  of  Origin  Since  1965 
General  Statistical  Reports — Patent  Counts  by 

Class  by  Year  Report 
General  Statistical  Reports — Utility  Patent  Counts  by 

State,  County,  and  Metro  Area 
Concordance  Between  the  Standard  Industrial  Classification 

System  and  the  U.S.  Patent  Classification  System  (1999) 
Concordance  Between  the  Standard  Industrial  Classification 

System  and  the  U.S.  Patent  Classification  System  (1999) 

Digital  Media  Having  Information  Contained  in  the  TAF 
Database  (Prices  vary  depending  on  the  information  wanted. 
Contact  the  TAF  Branch  office  for  prices  and  a  description  of 
what  is  available.) 

Inventor  Mailing  Labels 

Inventor  Mailing  Labels 


Paper 
Paper 

$20/report 

$5 

Paper 

$5 

Paper 

$5/report 

Paper 

$5 

Paper 

$80 

Diskette 
(5  MB 
compressed) 

$25 

Inventor  Mailing  Labels 


Custom  Reports  (Prices  for 

custom  reports  vary  according  to  the 

size  and  complexity  of  the  requested  report. 

Generally,  report  prices  will  be  $50 

per  request  plus  $10  for  every  30  single-sided  report 

pages  and  $25  per  diskette  of  uncompressed  electronic 

file  output.  Custom  report  availability  is  subject  to  the 

availability  of  TAF  resources.) 

Subclass  Listings 

Subclass  Listings 


Paper 

Self-stick 
labels 


Diskette 
(uncompressed 
electronic 
file  output) 


Paper 
Diskette 


$50  plus 

$.35  per  page  of  paper  output 

$50  plus 

$.70  per 

page  of 

label 

stock 

output 

$50  plus 

$25/diskette 


$3/requested 
subclass  on  paper 
$3/requested 
subclass  plus 
additional  $25 


This  notice  is  issued  under  the  authority  of  35  U.S.C.  41(d),  35  U.S.C.  41(g)  and  15  U.S.C.  1113. 


August  20,  2001 


NICHOLAS  P  GODICI 

Acting  Under  Secretary  of  Commerce  for 

Intellectual  Property  and  Acting  Director  of  the 

United  States  Patent  and  Trademark  Office 
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New  Product  Available  from 
U.S.  Patent  and  Trademark  Office 


(205) 


Publication  Containing  Training  and 

Implementation  Materials  for 

Recent  Rules  Changes 


The  Information  Products  Division  of  the  U.S.  Patent  and 
Trademark  OflBce  (USPTO)  is  announcing  that  USAApp,  a 
new  optical  disc  product,  is  now  available  for  sale.  USAApp  is 
a  document  delivery  product  that  offers  facsimile  images  of 
patent  application  publications,  including  all  text  and  draw- 
ings. The  first  set  of  patent  application  publications  were 
published  on  March  15,  2001.  In  contrast  with  patent  grants 
that  are  published  every  Tuesday,  applications  will  be  pub- 
lished every  Thursday. 

The  American  Inventor  Protection  Act,  which  went  into 
effect  on  November  29,  2000  requires  that  certain  applications 
filed  on  or  after  November  29,  2000  be  published  eighteen 
months  after  the  effective  filing  date.  This  is  a  major  change  in 
the  United  States  patent  law.  Previously,  U.S.  patent  applica- 
tions were  kept  confidential  until  the  patent  issued. 

Now,  the  application  will  automatically  be  published  unless 
the  inventor  verifies  that  he/she  is  not  applying  in  a  country 
other  than  the  U.S.  and  specifically  requests  that  the  applica- 
tion not  be  published. 

Utility  and  plant  patent  applications  are  subject  to  eighteen- 
month  publication;  design  and  provisional  applications  are  not 
included  in  the  law.  Patent  application  publications  will  be 
distinguishable  from  patents  by  their  numbering  format  that 
includes  the  country  code  (US),  the  year  of  publication,  a 
7-digit  numerically  sequenced  number,  and  the  kind  code 
indicating  the  type  of  publication: 

US  2001-0000001  Al  for  the  first  publication  of  a  utility 
application 

US  2001-0000001  PI  for  the  first  publication  of  a  plant 
application 

For  more  information  about  the  eighteen-month  publication 
process,  please  refer  to  the  USPTO  Web  site  at  www.uspto.gov. 

USAApp  is  a  document  delivery  system,  not  a  search 
system.  Retrieval  is  by  document  number  only  from  a  cumu- 
lative index.  There  will  be  one  disc  per  week  for  the  near 
future;  the  number  will  probably  increase  with  time,  as  more 
applications  are  published.  This  is  anticipated  to  occur  around 
August  2002.  The  early  issues  of  USAApp  will  be  published 
on  CD-ROM  but  the  product  will  migrate  to  DVD-ROM  when 
it  becomes  necessary. 

USAApp  uses  the  Document  Delivery  for  Windows 
(DocDW)  software  that  is  used  with  the  USPTO' s  other 
document  delivery  products,  USAPat  and  USAMark. 

The  DocDW  software  allows  the  user  to  view  documents 
directly  on  the  screen  and  move  quickly  from  page  to  page 
within  that  document  or  move  to  the  next  document  on  the 
disc.  Drawing  details  or  text  can  be  "zoomed"  for  easy 
viewing.  Printing  is  possible  from  either  the  view  or  search 
screen.  Users  can  print  the  entire  document  or  selected  pages. 
The  user  also  has  the  capabihty  to  tag  single  or  multiple 
documents  for  printing  or  exporting,  print  or  export  large 
ranges  of  document,  or  print  or  export  all  documents  on  the 
disc. 

USAApp  is  available  for  sale  on  a  calendar-year  subscrip- 
tion basis  only.  The  price  per  year  is  $24()0.  For  more 
information  about  the  USAApp  product,  please  contact  the 
Information  Products  Division  at: 

Information  Products  Division 

Crystal  Park  3,  Suite  441 

Washington,  DC  20231 

Phone:  (703)  306-2600/Fax:  (703)  306-2737 

cassis@uspto.gov<mailto:cassis@uspto.gov> 


The  U.  S.  Patent  and  Trademark  Office  (USPTO),  an- 
nounces the  availability  of  the  Training  and  Implementation 
Guide  containing  the  "PBG  and  AIPA  RULEMAKING  AND 
PATENT  EXAMINATION  GUIDELINES."  The  Training 
and  Implementation  Guide  will  be  offered  for  sale  in  paper  for 
$25  per  copy  or  on  CD-ROM  for  $50  per  copy.  Information 
contained  in  the  Training  and  Implementation  Guide  is  also 
available  at  no  cost  on  the  USPTO' s  Web  site  at  www.usp- 
to.gov. 

The  Training  and  Implementation  Guide  provides  a  compila- 
tion of  recent  rulemaking  materials  and  published  guidelines 
concerning  patent  examination  policy  and  procedure.  The 
rulemaking  materials  include  both  the  Patent  Business  Goals 
(PBG)  -  Final  Rule  and  the  rules  codifying  the  American 
Inventors  Protection  Act  of  1999,  (AIPA).  The  Guide  is 
designed  for  use  by  all  patent  professionals. 

The  Training  and  Implementation  Guide  will  contain: 

I.  CORRELATION  OF  RULE  PACKAGES  WITH  SPECIFIC 
RULES  (CHART) 

II.  CHANGES  TO  IMPLEMENT  THE  PATENT  BUSINESS 
GOALS  (PBG)  -  FINAL  RULE 

65  Fed.  Reg.  54603  (September  08,  2000)  -  Final  Rule 
Correction  Notice,  65  Fed.  Reg.  78958  (December  18,  2000) 
Correction  Notice,  65  Fed.  Reg.  80755  (December  22,  2000) 
Correction  Notice,  1242  Off.  Gaz.  Pat.  Office  120  (January 
16,  2001) 
PowerPoint  Slide  Presentation  of  Rules  -  PBG 
Highlights  of  the  PBG 

Overview  of  the  PBG  (Rule  by  Rule  Summary) 
Flyer  of  Some  Significant  Rule  Changes  -  PBG 
Information  Bulletins/MPEP  Bookmarks  -  PBG 
Frequently  Asked  Questions  and  Answers  -  PBG 

III.  AMERICAN  INVENTORS  PROTECTION  ACT  1999 
(AIPA) 

PowerPoint  Slide  Presentation  -  AIPA 

RCE  AND  PROVISIONAL  APPLICATIONS 

65  Fed.  Reg.  14865  (March  20,  2000)  -  Interim  Rule 
65  Fed.  Reg.  50092  (August  16,  2000)  -  Final  Rule 
A  Comparison:  CPA  vs.  RCE 

Patent  Term  Adjustment  (PTA) 

65  Fed  Reg.  56366  (September  18,  2000)  -  Final  Rule 
Summary:  Patent  Term  Guarantee 
PTA  Information  Printed  on  Notice  of  Allowance  & 
Patent  Front  Page  -  OG  Notice 

Pre-Grant  Publication  (PG  PUB) 

65  Fed.  Reg.  57024  (September  20,  2000)  -  Final  Rule 
Correction  Notice  \2A\  Off.  Gaz.  Pat.  Office  68  (Decem- 
ber 19,  2000) 

Summary:  Eighteen-month  Publication  of  Patent  Appli- 
cations 

Summary:  Changes  in  USPTO  Kind  Code  Usage 
Confirmation   Numbers    &   Electronic    Filing   System 
(EFS)  for  PG  Pub  -  OG  Notice 

Drawings  in  Patent  Application  Publications  and  Patents 
-  OG  Notice 

INTER  PARTES  REEXAMINATION 

65  Fed.  Reg.  16156  (December  07,  2000)  -  Final  Rule 
Inter  Partes  Procedural  Flow  Chart 

IV.  PATENT  EXAMINATION  GUIDELINES 


-  Modified  Policy 
103(c)   Guidelines   - 


March  28,  2001 


RONALD  P  HACK 
(Acting)  Chief  Information  Officer 
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AIPA  Examination  Guidelines 

35  U.S.C.  §  103(c)  Guidelines 

35   U.S.C.   §    102(g)   and   § 

Original  Policy 

Examination  Guidelines  for  35  U.S.C.  §   102(e)(2) 

(OG  Notice) 
(Updated  information  (incl.   slide  set)  will  be  for- 
warded when  available) 
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OTHER  PATENT  EXAMINATION  GUIDELINES 
35  U.S.C.  §  112,  Paragraph  6 
Utility  Examination  Guidelines 

35  U.S.C.  §  112,  Paragraph  1,  "Written  Description" 
Requirement  Guidelines 
66  Fed.  Reg.  1099  (January  5,  2001) 
Rejections  Under  35  U.S.C.  103  for  Business  Method 
Inventions 

Order  forms  are  available  at  the  Reception  Desk,  Patent  Search 
Room,  Crystal  Plaza  3,  Rm.  lAOl;  on  the  USPTO's  Web  site; 
and  by  calUng  Information  Products  Division  (IPD)  at  703- 
306-2600. 

Those  wishing  to  place  orders  should  submit  an  order  form, 
together  with  payment  or  payment  authorization,  to: 

U.S.  Patent  and  Trademark  Office 

Information  Products  Division 

Crystal  Park  3  -  Suite  441 

Washington,  D.C.  20231 

Orders  will  also  be  taken  by  facsimile  at  703-306-2737,  or  in 
person  by  IPD  in  Crystal  Park  3  -  Suite  411,  Arlington,  Va. 
22202. 

Payments  should  be  by  check  or  money  order  payable  to  the 
Director  of  Patents  and  Trademarks,  or,  with  authorization, 
charged  to  a  PTO  deposit  account,  VISA®,  MasterCard®, 
Discover®  or  American  Express®.  The  paper  copies  (binder  not 
provided)  and  CD-ROMs  will  be  mailed  by  first-class  mail  to 
addresses  in  the  United  States,  Canada,  and  Mexico,  and  by 
airmail  to  all  other  addresses;  or,  at  the  requestor's  expense,  by 
FedEx. 


April  2,  2001 


STEPHEN  G.  KUNIN 

Deputy  Commissioner  for  Patent 

Examination  Policy 
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(207)  GLOBALPat  and  USAMark 

CD-ROM  Products  Now  Available 

Nearly  all  of  the  world's  patent  hterature  published  since 
1971  is  now  available  on  the  GLOBALPat  CD-ROM  collec- 
tion from  the  European  Patent  Office  and  the  U.S.  Patent  and 
Trademark  Office.  Derived  from  the  First  Page  Data  Base 
(FPDB  ),  GLOBALPat  dehvers  information  from  the  front 
page  of  a  single  representative  member  of  each  patent  family 
published  by  the  United  States,  the  European  Patent  Office, 
France,  Germany,  Great  Britain.  Switzerland  or  the  World 
Intellectual  Property  Organization.  Each  record  contains  En- 
glish language  bibliographic  text,  an  abstract  and  a  represen- 
tative drawing,  where  appropriate.  GLOBALPat  uses  the 
MIMOSA  software  developed  jointly  by  the  Trilateral  Offices 
(U.S.  Patent  and  Trade  mark  Office,  the  Japanese  Patent  Office, 
and  the  European  Patent  Office)  for  SGML-encoded  docu- 
ments. 

GLOBALPat  is  available  both  as  a  back  file  and  a  front  file. 
The  back  file  consists  of  116  discs  arranged  into  69  technology 
sets  based  on  the  International  Patent  Classification,  and  covers 
the  years  1971-1996.  The  front  file  consists  of  documents  from 
1997,  to  be  published  as  data  is  available,  and  is  arranged  by 
issuing  country  in  numerical  order.  Price  of  the  back  file, 
which  must  be  ordered  in  its  entirety,  is  $1,200  U.S.;  price  of 
the  front  file  is  $200  U.S.  per  calendar  year. 

USAMark  offers  facsimile  images  of  the  more  than  two 
million  U.S.  trademarks  registered  from  1884  to  the  present, 
whether  or  not  they  are  currently  active.  This  is  a  document 
delivery  system  rather  than  a  search  system.  Registrations  are 
retrieved  by  document  number  only  from  a  cumulative  index 
that  covers  all  issued  discs.  The  cumulative  index  is  updated 
during  the  process  of  installing  the  most  recently  received 
issue.  Lists  of  document  numbers  found  in  another  search 
system  can  be  uploaded  from  a  file  or  copied  from  the 
chpboard.  USAMark  represents  the  best  available  copy  of  a 
substantial  portion  of  the  trademark  search  files  at  the  U.S. 
Patent  and  Trademark  Office. 


(206)  Availability  of  Patentin  2.1  Software 

For  Preparation  Of  Sequence  Listings 

For  patent  applications  in  which  nucleotide  and/or  amino 
acid  sequence  information  is  significant,  many  patent  appli- 
cants are  familiar  with  submitting  such  sequence  information 
prepared  with  the  Patentin  authoring  tool.  A  general  descrip- 
tion of  Patentin  is  provided  in  MPEP  §  2430.  While  use  of  the 
Patentin  authoring  tool  is  not  required,  the  many  automatic 
features  of  Patentin  simphfy  generating  Sequence  Listings 
when  compared  to  generating  them  by  hand  in  a  word 
processing  environment. 

The  U.S.  Patent  and  Trademark  Office  (USPTO)  has  devel- 
oped a  new  release  of  the  authoring  tool  (Patentin  2.1)  to  aid 
in  submitting  Sequence  Listings  in  computer  readable  form  in 
compliance  with  WIPO  ST.25,  the  PCT  Administrative  In- 
structions and  37  CFR  1.821  [OOdc]  1.825.  Patentin  2.1  was 
developed  through  cooperation  among  the  Trilateral  Offices 
(USPTO,  EPO  and  JPO).  Patentin  2.1  is  the  latest  release  of 
the  Patentin  software  and  was  designed  to  run  on  WINDOWS® 
based  operating  systems. 

Copies  of  the  Patentin  version  2.1  software  (two  3.5  inch 
diskettes  per  set)  and  documentation  can  be  obtained  for  $25 
from  the  Office  of  Electronic  Information  Products  (OEIP), 
which  may  be  contacted  at  (703)  306-2600  (voice)  or  (703) 
306-2737  (telefax)  or  by  email  at  oeip@uspto.gov.  The  Paten- 
tin version  2.1  software  can  also  be  obtained  for  free  by 
downloading  from  the  USPTO's  internet  Web  site  (http:// 
www.uspto.gov). 

Additional  information  can  be  obtained  by  calling  or  send- 
ing email  to  Christopher  Low  at  christopher.low@uspto.gov; 
(703)-306-4119. 


September  30,  1999 


STEPHEN  G.  KUNIN 
Deputy  Assistant  Commissioner 
For  Patent  Policy  and  Projects 


USAMark  is  available  both  as  a  back  file  and  a  front  file. 
The  price  for  the  back  file  of  101  discs  representing  1884  - 
1997,  which  must  be  ordered  as  a  complete  set,  is  $1,100  U.S. 
The  front  file  containing  documents  from  1998,  to  be  updated 
monthly  including  any  back  file  changes,  is  available  on  a 
calendar  year  subscription  basis.  The  subscription  price  is  $200 
U.S.  per  calendar  year. 

Orders  for  subscriptions  to  either  GLOBALPat  or  USAMark 
will  be  accepted  at  any  point  during  the  calendar  year  and  will 
include  all  issues  for  that  calendar  year.  Both  products  may  be 
used  in  a  local-area  network  at  no  extra  cost. 


For  more  information,  or  to  request  an  order  form,  please 
contact: 

Office  for  Patent  and  Trademark  Information 
Telephone:  (703)  306-2600 
Fax:  (703)  306-2737 


May  29,  1998 


WESLEY  H.  GEWEHR 

Administrator  for  Information 
Dissemination 
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(208)  Training  and  Implementation  Guide 

for  the  Final  Rule  entitled 
"Changes  to  Patent  Practice  and  Procedure" 

The  U.  S.  Patent  and  Trademark  Office  (PTO),  announces 
the  availability  of  the  Training  and  Implementation  Guide  for 
the  Final  Rule  entitled  "Changes  to  Patent  Practice  and 
Procedure."  The  Training  and  Implementation  Guide  will  be 
offered  for  sale  in  paper  for  $40  per  copy  or  on  CD-ROM  for 
$50  per  copy.  Information  contained  in  the  Training  and 
Implementation  Guide  is  also  available  at  no  cost  on  the  PTO's 
Web  site  at  www.uspto.gov. 


March  2,  2004 


U.S.  PATENT  AND  TRADEMARK  OFFICE 
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A  Notice  of  Proposed  Rulemaking  entitled  "1996  Changes 
to  Patent  Practice  and  Procedure"  was  published  in  the  Federal 
Register  at  61  Fed.  Reg.  49819  (September  23,  1996),  and  in 
the  Official  Gazette  at  1191  0£F.  Gaz.  Pat.  Office  105  (October 
22,  1996).  A  Final  Rule  (entitled  '"Changes  to  Patent  Practice 
and  Procedure")  adopting  a  number  of  changes  proposed  in  the 
Notice  of  Proposed  Rulemaking  has  been  published  in  the 
Federal  Register  and  the  Official  Gazette.  The  changes  made 
by  the  Final  Rule  became  effective  on  December  1,  1997. 

Among  the  changes  to  the  rules  of  practice  included  in  the 
Final  Rule  are: 

1)  New  procedures  for  filing  continuation  and  divisional 
applications,  including  a  new  streamlined  filing  procedure 
(continued  prosecution  application  or  CPA); 

2)  Simplified  requirements  for  oaths  or  declarations  in 
reissue  applications; 

3)  Simplified  requirements  for  establishing  lack  of  deceptive 
intent  in  petition  practice,  and  in  the  filing  of  papers  correcting 
improperly  asserted  small  entity  status; 

4)  Elimination  of  unnecessary  requirements,  such  as  certain 
types  of  petitions  to  correct  inventorship  under  37  C.F.R.  § 
1.48(a); 

5)  Changes  in  appeal  practice,  such  as  limitations  on  new 
grounds  of  rejection  and  increased  admissibility  of  reply 
briefs; 

6)  New  time  frames  for  replies  to  Office  actions,  and  for  the 
revival  of  abandoned  applications,  and  simplification  of  peti- 
tions for  an  extension  of  time; 

7)  Changes  in  the  manner  of  naming  inventors,  for  correc- 
tion of  inventorship  errors,  and  for  establishing  small  entity 
status  in  continuing  and  reissue  applications;  and 

8)  Provisions  for  multiple  prior  art  protests  by  a  single  party. 
The  Training  and  Implementation  Guide  will  contain: 

1)  The  text  of  the  entire  Final  Rule  as  published  in  the 
Federal  Register,  which  includes  the  revised  rule  language,  the 
preamble  portion  explaining  the  revisions,  and  an  Index  to  the 
Final  Rule; 

2)  A  rule-by-rule  summary  and  three  by-topic  summaries 
(four  summaries  in  total),  the  three  by-topic  summaries  includ- 
ing a  two-page  highlights  of  the  significant  revisions,  a 
condensed  summary  of  the  significant  revisions,  and  a  detailed 
summary  of  the  revisions; 

3)  Selected  revised  forms  for  filing  applications; 

4)  An  extensive  set  of  Questions  and  Answers; 

5)  Copies  of  presentation  slides  developed  for  examiner 
training  sessions,  including  slides  comparing  the  old  and  new 
requirements  for  filing  applications;  and 

6)  A  section  on  amendments  in  reissues  and  reexaminations. 

Order  forms  are  available  at  the  Reception  Desk,  Patent 
Search  Room,  Crystal  Plaza  3,  Rm.  lAOl;  on  the  PTO's  Web 
site;  and  by  calling  the  Office  of  Electronic  Information 
Products  (OEIP)  at  703-306-2600. 

Those  wishing  to  place  orders  should  submit  an  order  form, 
together  with  payment  or  payment  authorization,  to: 

U.S.  Patent  and  Trademark  Office 
Office  of  Electronic  Information  Products 
Crystal  Park  3  -  Suite  441 
Washington,  D.C.  20231 

Orders  will  also  be  taken  by  facsimile  at  703-306-2737,  or 
in  person  by  OEIP  in  Crystal  Park  3-Suite  411,  Arlington,  Va. 
22202. 


Payments  should  be  by  check  or  money  order  payable  to  the 
Commissioner  of  Patents  and  Trademarks,  or,  with  authoriza- 
tion, charged  to  a  PTO  deposit  account,  VISA®  or  Master- 
Card*^. Notebooks  and  CD-ROMs  will  be  mailed  by  first- 


class  mail  to  addresses  in  the  United  States,  Canada,  and 
Mexico,  and  by  airmail  to  all  other  addresses;  or,  at  the 
requestor's  expense,  by  FedEx. 


October  8,  1997 


STEPHEN  G.  KUNIN 

Deputy  Assistant  Commissioner  for 

Patent  Policy  and  Projects 
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(209)     Status  of  Office  of  Public  Records  Services 

The  Office  of  Public  Records  (OPR)  processes  and  fills 
orders  for  both  certified  and  uncertified  copies  of  Patent  and 
Trademark  Office  documents  and  records  assignments  and 
other  documents  related  to  title.  This  is  an  update  of  actual 
processing  times  during  the  month  of  September  2003: 


Goal 


Actual 


Document  Services 


Certified  Documents 

Patent  Applications- As-Filed 
Patent  Related  File  Wrappers 
Patent  Copies 
Patent  Assignments 
Trademark  Applications-As-Filed 
Trademark  Related  File  Wrappers 
Trademark  Assignments 
Trademark  Registrations, 

Expedited 
Trademark  Registrations, 

Regular 

Uncertified  Documents 

Patent  Copies 

Plant  Patents 

Patent  Assignments 

Patent  Related  File  Wrappers 

Trademark  Copies 

Trademark  Assignments 

Trademark  Related  File  Wrappers 


^Includes  turnaround  times  for  files  on  Official  Search  and 
File  Reconstruction. 

During  the  month  of  September  2003,  a  total  of  10,866  public 
orders  (17,089  copies)  were  filled  and  closed,  or  331  orders 
less  (6,614  copies  less)  than  the  FY-03  planning  number  of 
11,197  orders  (23,703  copies)  to  be  closed  for  this  month. 

Please  do  not  submit  "follow-up"  or  duplicate  copies  of  orders. 
Customers  should  use  the  above  actual  processing  time  for 
each  product  as  a  guide  as  to  when  they  can  expect  their  orders 
to  be  completed.  In  cases  where  an  urgent  deadline  is  ap- 
proaching, contact  OPR  Customer  Service  at  (703)  308-9726 
or  1  (800)  972-6382  for  assistance  with  a  particular  order. 

Customers  are  encouraged  to  fax  orders  for  copies  directly  to 
the  Document  Services  Division  at  (703)  308-9759  and  to  pay 
by  PTO  Deposit  Account,  MasterCard,  Visa,  American  Ex- 
press or  Discover.  Copy  orders  also  may  be  placed  through  the 
Internet  by  accessing  the  PTO  home  page  at  www.uspto.gov 
and  selecting  the  "Order  Copies"  option.  Information  on  the 
status  of  pending  orders  may  be  obtained  by  calling  (703) 
308-9726  or  1  (800)  972-6382  (outside  the  Washington,  DC 
Metro  area),  or  via  E-mail:  dsd@uspto.gov. 

ASSIGNMENT  SERVICES 


Processing 

Time 

7  days 
25  days 
10  days 
10  days 

7  days 
25  days 
10  days 

7  days 

31  days* 

7  days 

7  days 
6  days 

15  days* 

8  days 

5  days 

4  days 

14  days 

6  days 

5  days 
5  days 
10  days 
25  days 
5  days 
10  days 
25  days 

2  days 
2  days 
4  days 

35  days* 
4  days 
2  days 

12  days* 

Goal 

Actual 

Processing 

Time 

Submission  Method 

Internet  (EPS  or  eTAS) 

Fax 

Paper 

2  days 

5  days 

30  days 

1  day 

4  days 
149  days 
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OFFICIAL  GAZETTE 


March  2,  2004 


The  Assignment  Services  Division  is  currently  mailing  recor- 
dation notices  for  paper  documents  received  in  the  Office  of 
Public  Records  on  April  30,  2003. 

Customers  are  encouraged  to  file  assignments  via  the  Internet 
or  by  fax.  Information  on  howq  to  file  assignments  via  the 
Internet  can  be  found  at  the  USPTO  Electronic  Business 
Center  website  at  w w w.  uspto .  go v/ebc/indexebc . html .  Fax  sub- 
missions may  be  made  directly  to  Assignment  Services  Divi- 
sion at  (703)  306-5995.  Information  on  the  status  of  pending 
assignment  recordations  may  be  obtained  by  calling  (703) 
308-9723  or  1  (800)  972-6382  (outside  the  Washington,  DC 
Metro  area). 


October  3,  2003 


TED  PARR 
Director,  Office  of  Public  Records 
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(210)  DEPARTMENT  OF  COMMERCE 

Patent  and  Trademark  0£Bce 

Disposal  of  Paper  Copies  of 

U.S.  Patents  Removed  From  the 

Examiners'  Search  Rooms 

AGENCY:  Patent  and  Trademark  Office,  Commerce. 

ACTION:  Notice. 

SUMMARY:  The  United  States  Patent  and  Trademark  Office 
(USPTO)  is  considering  whether  the  paper  copies  of  selected 
subclasses  of  U.S.  patents  to  be  removed  from  the  examiners' 
search  rooms  should  be  disposed  of  as  wastepaper  or  donated 
to  a  non-profit  organization.  The  USPTO  is  seeking  input  on 
whether  any  non-profit  organization  is  interested  in  acquiring 
the  paper  copies  of  the  U.S.  patents  to  be  removed  from  the 
examiners'  search  rooms. 

DATES:  Any  interested  non-profit  organization  should  contact 
the  USPTO  on  or  before  March  14,  2002  to  indicate  a  desire  to 
acquire  paper  copies  of  U.S.  patents.  If  such  interest  is 
expressed,  and  the  USPTO  proceeds  with  donating  the  paper 
copies  of  U.S.  patents  removed  from  the  examiners'  search 
rooms  to  a  non-profit  organization,  interested  non-profit  orga- 
nizations will  then  be  required  to  contact  the  USPTO  within 
thirty  days  of  the  date  the  USPTO' s  web  site  is  updated  to 
include  the  subclasses  in  which  the  organization  is  interested. 

FOR  FURTHER  INFORMATION  CONTACT:  Any  inter 
ested  non-profit  organization  should  contact  Richard  Seidel  by 
facsimile  marked  "ATTN  EXAMINERS  SEARCH  ROOMS" 

at  (703)  308-7725.  Questions  concerning  this  notice  may  be 
directed  to  Richard  Seidel  by  telephone  at  (703)  306-3431. 

SUPPLEMENTARY  INFORMATION:  The  USPTO  is  in 

the  process  of  removing  paper  copies  of  selected  subclasses  of 
U.S.  patents  from  the  examiners'  search  rooms.  The  National 
Archives  and  Records  Administration  (NARA)  has  determined 
that  paper  copies  of  U.S.  patents  in  the  examiners'  search 
rooms  are  temporary  records  that  may  be  destroyed  when  no 
longer  needed  for  current  USPTO  business.  Some  of  the  paper 
copies  have  already  been  destroyed.  The  USPTO  is  consider- 
ing whether  it  should:  (1)  Dispose  of  the  paper  copies  of  the 
selected  subclasses  of  U.S.  patents  removed  from  the  examin- 
ers' search  rooms  as  wastepaper;  or  (2)  donate  the  paper  copies 
of  the  selected  subclasses  of  U.S.  patents  removed  from  the 
examiners'  search  rooms  to  a  non-profit  organization.  There- 
fore, the  USPTO  is  seeking  input  on  whether  any  non-profit 
organization  is  interested  in  acquiring  the  paper  copies  of  U.S. 
patents  to  be  removed  from  the  examiners'  search  rooms  (the 
USPTO  is  not  currently  aware  of  any). 

Any  donation  of  paper  copies  of  U.S.  patents  must  comply 
with  the  NARA  regulations  for  the  donation  of  temporary 
records  which  are  set  out  in  36  CFR  1228.60.  For  example,  the 
donee  must  be  a  non-profit  organization  and  must  agree  not  to 
sell  the  U.S.  patent  copies  except  as  wastepaper,  the  donation 
must  be  made  without  cost  to  the  United  States  Government, 
and  NARA  must  provide  written  approval  of  the  donation. 
Thus,  even  if  there  is  interest  by  a  non-profit  organization  in 


acquiring  the  paper  copies  of  U.S.  patents  removed  from  the 
examiners'  search  rooms,  the  USPTO  may  still  dispose  of 
them  as  wastepaper  if  the  USPTO  cannot  donate  them  to  the 
non-  profit  organization  in  a  cost-effective  manner  or  if  the 
USPTO  cannot  obtain  written  approval  for  the  donation  by 
NARA  in  a  timely  manner. 

Since  the  USPTO  is  removing  the  paper  copies  of  U.S. 
patents  from  the  examiners'  search  rooms  on  a  subclass-by- 
subclass  basis,  the  USPTO  is  not  in  a  position  to  accommodate 
a  request  by  a  non-profit  organization  for  a  complete  set  of  all 
U.S.  patents  or  even  all  U.S.  patents  in  any  particular  class. 
The  USPTO  is  only  seeking  non-profit  organizations  interested 
in  the  selected  subclasses  for  which  the  paper  copies  of  U.S. 
patents  are  being  removed  from  the  examiners'  search  rooms. 
In  addition,  as  the  USPTO  will  not  be  conducting  a  file 
integrity  review  of  the  paper  copies  of  the  U.S.  patents  in  a 
subclass  as  they  are  being  removed  from  the  examiners'  search 
rooms,  the  USPTO  cannot  assure  that  the  paper  copies  of  U.S. 
patents  available  for  donation  are  a  complete  set  of  U.S. 
patents  even  as  to  the  selected  subclasses. 

If  the  USPTO  proceeds  with  donating  the  paper  copies  of 
U.S.  patents  removed  from  the  examiners'  search  rooms  to  a 
non-profit  organization,  the  USPTO  will  provide  a  fist  of  the 
subclasses  for  which  the  paper  copies  of  U.S.  patents  are  being 
removed  from  the  examiners'  search  rooms  on  the  USPTO' s 
Internet  web  site  (www.uspto.gov).  The  USPTO  will  update 
this  list  when  additional  subclasses  are  removed  from  the 
examiners'  search  rooms. 

The  USPTO  published  a  notice  seeking  public  input  on  a 
proposal  to  eliminate  patent  and  trademark  classified  paper 
files  from  the  public  search  room.  See  Notice  of  Request  for 
Comments  on  Development  of  a  Plan  to  Remove  the  Patent 
and  Trademark  Classified  Paper  Files  from  the  Public  Search 
Room,  66  FR  45012  (Aug.  27,  2001),  1250  Off.  Gaz.  Pat. 
Office  137  (Sept.  25,  2001).  This  notice  concerns  a  plan  to 
dispose  of  paper  copies  of  selected  subclasses  of  U.S.  patents 
removed  from  the  examiners'  search  rooms  and  is  not  related 
to  the  development  of  a  plan  to  eliminate  patent  and  trademark 
classified  paper  files  from  the  pubfic  search  room. 


February  5,  2002 


JAMES  E.  ROGAN 

Under  Secretary  of  Commerce  for 

Intellectual  Property  and, 

Director  of  the 

Patent  and  Trademark  Office 
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(211)         Notification  Regarding  Voice  Response 
System  For  Patent  Maintenance  Fees 

All  patent  owners  are  notified  of  a  new,  automated  voice 
response  system  for  patent  maintenance  fees.  The  voice 
response  system  may  be  accessed  24  hours  a  day,  seven  days 
a  week  on  (703)  308-5036  and  (703)  308-5037. 

The  voice  response  system  provides  access  to  general  patent 
maintenance  fee  information,  including,  but  not  limited  to: 

•  The  fee  schedule  for  maintenance  fees,  including  sur- 
charges. 

•  How  to  pay  maintenance  fees  (e.g.,  check,  money  order, 
deposit  account,  etc.). 

•  Where  to  pay  maintenance  fees. 

•  General  information  on  expired  patents  (e.g.,  petitions 
must  be  filed  within  24  months  after  the  expiration  date). 

•  How  to  access  maintenance  fee  information  through  the 
official  PTO  Web  site. 

The  voice  response  system  provides  access  to  maintenance 
fee  information  on  specific  patents,  including: 

•  The  current  entity  status  (e.g.,  small  entity). 

•  The  filing  date. 

•  The  issue  date. 

•  Information  on  payments  in  the  maintenance  fee  history 
file  excluding  refunds. 

A  diagram  of  the  voice  response  system  follows. 

Questions  regarding  patent  maintenance  fees  should  be 
directed  to  the  Maintenance  Fee  Branch  at  (703)  308-5068  or 
(703)  308-5069.  Questions  or  comments  concerning  this  notice 
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should  be  forwarded  to  Matthew  Lee.  Office  of  Finance,  by 
telephone  at  (703)  305-8051,  by  facsimile  at  (703)  305-8007, 
or  by  e-mail  at  matthew.lee@uspto.gov. 


March  12,  1999 


Q.  TODD  DICKINSON 

Acting  Assistant  Secretary 

of  Commerce  and 

Acting  Commissioner 

of  Patents  and  Trademarks 


(212) 


[1221  OG  40] 


Iraqi  Sanctions  Regulations 


On  January  18,  1991,  the  Department  of  the  Treasury,  Office 
of  Foreign  Assets  Control  (OFAC),  published  the  Iraqi  Sanc- 
tions Regulations  (Regulations)  (31  CFR  Part  575).  56  Fed. 
Reg.  2112.  The  regulations  implement  Executive  Orders  12722 
(August  2,  1990)  and  12724  (August  9,  1990)  relating  to 
certain  property  and  transactions  in  which  the  Government  of 
Iraq  and  persons  in  Iraq  may  have  an  interest. 

It  appears  that  the  provisions  of  the  Executive  Orders  and 
Regulations  prohibit  transactions  relating  to  the  filing  or 
prosecution  of  applications  for  patents  or  for  registration  of 
trademarks,  where  an  Iraqi  interest  is  involved.  The  prohibited 
transactions,  however,  may  be  authorized  by  a  specific  license 
issued  pursuant  to  the  proceedures  described  in  Section 
575.801  of  Subpart  H  of  the  Regulations. 

This  notice  is  intended  to  alert  practitioners  and  applicants 
to  the  prohibitions  which  may  apply  to  matters  before  the 
Patent  and  Trademark  Office,  (PTO)  if  Iraqi  interests  are 
involved.  This  notice  is  further  intended  to  advise  that  where 
such  interests  or  potential  interests  come  to  the  attention  of  the 
PTO,  an  appropriate  specific  license  from  OFAC  may  be 
required. 


Jan.  29,  1991 


HARRY  R  MANBECK,  Jr. 

Commissioner  of  Patents 
and  Trademarks 
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[1123  OG  37] 


USPTO  No  Longer  Offers 

Interim  Procedures  for 

Submissions  on  Compact  Disc 


The  USPTO  offered  as  an  interim  procedure,  expedited 
testing  of  submissions  of  sequence  listings,  tables  and  com- 
puter programs  on  compact  disc.  See  1243  OG  1008  (2/20/01) 
and  37  CFR  1.52(e).  The  interim  testing  procedure  will  be 
discontinued  immediately  upon  publication  of  this  notice. 

The  experience  of  the  USPTO  during  the  testing  program 
has  been  that  compact  discs  are  a  reliable  medium  for  patent 
application  submission.  In  view  of  the  proven  reliability  of 
compact  disc  media,  requests  for  the  testing  service  have 
diminished  to  about  one  request  every  six  months.  The  last 
substantial  use  of  this  service  occurred  last  year.  The  Office  of 
Initial  Patent  Examination  (OIPE)  received  only  two  inquiries 
after  the  substantial  use  that  occurred  last  year. 

Since  the  USPTO  has  received  very  little  response  for  this 
service,  our  customers  will  be  better  served  if  OIPE  resources 
are  no  longer  diverted  from  normal  processing.  Compact  discs 
are  routinely  tested  for  readability  in  the  normal  course  of 
business;  only  the  expedited  service  is  being  suspended. 

Questions  on  this  notice  may  be  addressed  to  Michael  L. 
Lewis,  Office  of  Patent  Legal  Administration.,  USPTO  at 
Michael.Lewis@USPTO.gov  or  (703)  306-5585. 


September  13,  2002 


THOMAS  L.  KOONTZ 

Director,  Office  of 

Initial  Patent  Examination 


(214)  DEPARTMENT  OF  COMMERCE 

Patent  and  Trademark  OfiBce 
[Docket  No.  2002-C-006] 

Notice  of  Publication  of  a 

2002  Annual  Index  to  the 

Electronic  OflBcial  Gazette  of  the 

Patent  and  Trademark  OflBce — Patents  (eOG:P) 

AGENCY:  Patent  and  Trademark  Office,  Commerce. 

ACTION:  Notice. 

SUMMARY:  Notice  is  hereby  given  that  the  United  States 
Patent  and  Trademark  Office  (USPTO)  will  publish  a  2002 
Annual  Index  to  the  electronic  version  of  the  Official  Gazette 
of  the  United  States  Patent  and  Trademark  Office — Patents 
(eOG:P).  This  annual  index  will  be  published  on  DVD-ROM. 

DATES:  The  eOG:P  began  publication  on  July  2,  2002. 
Publication  of  the  eOG:P  Annual  Index  for  2002  will  occur  in 
early  2003. 

SUPPLEMENTARY   INFORMATION:   The   USPTO  has 

announced  that  a  2002  Annual  Index  to  the  Electronic  Official 
Gazette  of  the  United  States  Patent  and  Trademark  Office — 
Patents  (eOG:P)  will  be  published  on  DVD-ROM  in  early 
2003.  Although  the  eOG:P  began  publication  in  July  2002,  the 
eOG:P  team  is  gathering  and  converting  the  data  from  January 
through  June  in  order  to  provide  a  complete  annual  index. 

This  annual  index  will  be  cumulative  of  the  information 
contained  in  the  weekly  issues  of  the  eOG:P  for  2002.  Indexes 
and  bibliographic  records  for  the  year  will  be  included  in  this 
one  source.  Bibliographic  records  contain  a  representative 
claim  and  drawing  (if  applicable)  as  well  as  classification, 
inventor  and  assignee  information.  Consistent  with  the  weekly 
eOG:P  issues,  patents  can  be  browsed  by  type  of  patent  (utility, 
plant,  etc.),  classification  (class  or  class/subclass),  patentee 
name,  and  geographical  location.  The  Official  Gazette  Notices, 
covering  both  patents  and  trademarks,  will  also  be  included. 

Due  to  the  large  amount  of  data,  the  eOG:P  Annual  Index 
will  be  published  on  one  or  two  DVD-ROM  discs,  not  on 
CD-ROM.  The  price  of  the  eOG:P  Annual  Index  will  be 
$300.00;  it  is  not  included  in  the  annual  subscription  price  of 
the  eOG:P.  Subscribers  will  receive  notification  when  the 
annual  index  is  available. 

The  Index  of  Patents  Issued  From  the  U.S.  Patent  and 
Trademark  Office  will  be  published  in  paper  format  through 
2002  to  coincide  with  the  paper  publication  of  the  OflBcial 
Gazette — Patents,  the  last  paper  issue  of  which  is  September 
24,  2002.  This  publication  will  continue  to  be  supplied  by  the 
Superintendent  of  Documents,  U.S.  Government  Printing  Of- 
fice. For  more  information,  please  visit  the  GPO  Web  site  at: 
http://www.access.gpo.gov/su — docs/. 

FOR  FURTHER  INFORMATION  CONTACT:  Informa 
tion  Products  Division,  Crystal  Park  3,  Suite  441,  Washington, 
DC  20231.  Phone:  (703)  306-2600,  Fax:  (703)  306-2737. 
cassis@uspto.gov. 


September  23,  2002 


JAMES  E.  ROGAN 

Under  Secretary  of  Commerce 

for  Intellectual  Property  and 

Director  of  the  United  States 

Patent  and  Trademark  Office 
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[1263  OG  173] 


DEPARTMENT  OF  COMMERCE 

United  States  Patent  and  Trademark  Office 

[Docket  No.  2002-C-002] 


Notice  of  Change  in  Publication  Format 

for  the  Official  Gazette  of  the 

United  States  Patent  and  Trademark  Office  -  Patents 

AGENCY:  United  States  Patent  and  Trademark  Office, 
Commerce. 


[1263  OG  103] 


ACTION:  Notice 


1280  OG  678 
(216) 


OFFICIAL  GAZETTE 


March  2,  2004 


SUMMARY:  Notice  is  hereby  given  that  the  United  States 
Patent  and  Trademark  Office  (USPTO)  will  discontinue  the 
publication  of  the  paper  version  of  the  Official  Gazette  of  the 
United  States  Patent  and  Trademark  Office  -  Patents.  Elec- 
tronic publication  via  CD-ROM  and  Internet  versions  (the 
eOG.P)  will  replace  the  printed  copy. 

DATES:  The  last  publication  of  the  paper  version  will  be 
September  24,  2002.  The  electronic  publication  of  the  CD- 
ROM  will  commence  October  1,  2002. 

SUPPLEMENTARY  INFORMATION: 

Background: 

The  USPTO  has  published  the  Official  Gazette  of  the  United 
States  Patent  and  Trademark  Office  -  Patents  since  1872  and  it 
has  historically  served  as  the  official  notification  of  patent 
issuance.  The  Official  Gazette  -  Patents  is  pubhshed  weekly  in 
conjunction  with  the  issuance  of  patents.  Entries  in  the  Official 
Gazette  -  Patents  contain  patent  bibliographic  information 
such  as  inventor  name(s),  assignee  name  (if  applicable),  patent 
number,  patent  title,  and  classification.  The  entry  also  contains 
a  representative  claim  and  drawing  (if  applicable).  Each 
weekly  issue  also  includes  an  alphabetical  index  of  patentees. 

Explanation  and  Advantages  of  Change: 

In  view  of  the  widespread  access  to  computers  and  the 
Internet  and  in  accordance  with  the  Paperwork  Reduction  Act 
of  1995,  the  USPTO  will  discontinue  the  printed  copy  distri- 
bution of  the  Official  Gazette  -  Patents,  effective  October  1, 
2002.  Weekly  electronic  publication  via  CD-ROM  and  Internet 
versions  (the  eOG.P)  will  replace  the  paper.  Beginning  with 
the  July  2,  2002,  issue,  the  eOG.P  and  printed  copy  will  be 
pubhshed  on  a  concurrent  basis  until  the  paper  version  is 
discontinued. 

The  information  provided  by  the  electronic  products  will  be 
unchanged  from  the  traditional  printed  copy.  Users  will  con- 
tinue to  browse  patents  by  classification  or  patent  type. 
However,  the  advantages  offered  by  an  electronic  format  will 
enable  easier  access  to  the  information.  Some  of  these  advan- 
tages include:  a  cumulative  patentee  and  assignee  index 
regardless  of  patent  type,  in  addition  to  the  standard  separate 
patentee  indexes  by  patent  type;  direct  links  from  the  patentee 
index  entry  to  the  image  of  the  patent;  the  addition  of  patentees 
by  country  to  the  geographical  index  by  state;  direct  Unks  to 
the  patents  by  state  or  country;  direct  links  to  the  patent  from 
classification;  and  the  addition  of  plant  patent  images.  The 
electronic  information  can  be  easily  printed  or  saved  for  futiu-e 
use. 

The  eOG.P  on  CD-ROM  will  be  published  and  distributed 
close  to  issue  date.  The  CD-ROM  product  will  be  available 
from  the  Information  Products  Division,  Chief  Information 
Officer,  United  States  Patent  and  Trademark  Office,  as  an 
annual  subscription  for  $300  per  year  and  as  single  copies  for 
$15  per  issue. 

The  eOG.P  will  also  be  available  on  the  USPTO  web  site  at 
www.uspto.gov/web/patents/patog/  each  Tuesday,  beginning 
July  2,  2002. 

The  USPTO  will  continue  paper  pubhcation  of  the  Official 
Gazette  -  Trademarks,  the  Official  Gazette  Notices  and  the 
Consolidated  Listing  of  Official  Gazette  Notices. 


FOR  FURTHER  INFORMATION  CONTACT: 

tion  Products  Division  at  703-306-2600. 


Informa- 


July  16,  2002 


JAMES  E.  ROGAN 

Under  Secretary  of  Commerce 
for  Intellectual  Property  and 
Director  of  the  United  States 
Patent  and  Trademark  Office 
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[1261  OG  104] 


Deployment  of  the 

Patent  and  Trademark  Assignments 

on  the  Web  System  is  Postponed 


26,  2003,  the  Patent  and  Trademark  Assignments  on  the  Web 
System  was  originally  scheduled  to  be  available  on  or  about 
September  29,  2003.  As  soon  as  a  new  deployment  date  is 
known,  it  will  be  published  and  also  posted  on  the  USPTO  web 
site  at  www.uspto.gov. 

FOR  FURTHER  INFORMATION  CONTACT:  Customer 
Information  Services  by  e-  mail  at  CIS@uspto.gov,  by  tele- 
phone at  (800)  786-9199,  or  by  fax  at  (703)  306-2737. 


October  2,  2003 


KAY  H.  MELVIN 

Executive  for 
Customer  Information  Services 


The  deployment  of  the  Patent  and  Trademark  Assignments 
on  the  Web  System  on  the  USPTO  web  site  has  been 
postponed.  As  announced  in  the  Official  Gazette  dated  August 


[1276  OG  21] 


(217)  Notice  of  Availability  of  the 

Patent  and  Trademark  Assignments  on  the 

Web  System  on  the  United  States 

Patent  and  Trademark  OflBce  Web  Site 

Notice  is  hereby  given  that  on  or  about  September  29,  2003, 
the  Patent  and  Trademark  Assignments  on  the  Web  System  will 
be  made  available  on  the  United  States  Patent  and  Trademark 
Office  web  site  at  www.uspto.gov. 

Current  United  States  Patent  and  Trademark  Office 
(USPTO)  electronic  databases  available  to  the  pubhc  on  the 
USPTO  web  site  display  assigrmient  inforaiation  provided  by 
the  applicant  at  the  time  of  patent  grant,  patent  application 
publication,  or  trademark  registration.  This  information  may 
not  have  been  recorded  with  the  USPTO.  Recorded  assignment 
information  has  only  been  available  on-site  in  the  USPTO 
search  faciUties  in  Arlington,  Virginia,  resulting  in  limited 
public  access.  The  USPTO  plans  to  expand  access  to  recorded 
assignment  information  maintained  in  the  USPTO  assignment 
databases  through  the  USPTO  website. 

Providing  the  public  with  electronic  access  to  recorded 
assignment  information  via  the  Internet  is  in  accordance  with 
the  USPTO 's  continuing  commitment  to  e-Govemment.  Spe- 
cifically, availability  of  this  information  continues  USPTO' s 
successful  efforts  to  place  patent  and  trademark  information  on 
the  web  site  for  public  access.  Access  to  recorded  assignment 
records  complements  the  patent  and  trademark  data  records 
currently  available  on  the  USPTO  web  site. 

The  Patent  and  Trademark  Assignments  on  the  Web  System 
will  provide  access  to  assigrmient  information  recorded  at  the 
USPTO  for  patent  application  publications,  patent  grants, 
trademark  apphcations,  and  trademark  registrations.  All  patent 
assignments  recorded  at  the  USPTO  after  August  1980  and  all 
trademark  assignments  recorded  at  the  USPTO  after  1955  can 
be  accessed  through  this  system.  The  Patent  and  Trademark 
Assignments  on  the  Web  System  will  be  updated  in  a  real  time 
environment,  within  minutes  after  a  patent  or  trademark 
assignment  is  recorded. 

The  Patent  and  Trademark  Assignments  on  the  Web  System 
provides  all  publicly  available  information  recorded  at  the 
USPTO  related  to  each  assignment  recordation.  If  multiple 
properties  (patent  or  trademark)  are  associated  with  a  particu- 
lar assignment  recordation,  the  system  displays  all  data  within 
that  assignment  provided  the  information  is  open  to  public 
inspection.  Data  from  pending  patents  is  redacted  (omitted)  in 
the  display.  In  addition,  if  a  patent  or  trademark  property  has 
been  recorded  in  the  USPTO  more  than  once,  all  recorded 
assigrmient  data  will  be  retrieved  and  displayed.  Cross-refer- 
ences to  additional  details  associated  with  the  assignor  and/or 
assignee  names  will  also  be  available. 

The  Patent  and  Trademark  Assigrmients  on  the  Web  System 
offers  searching  by  indexed  search  fields  related  to  recorded 
assigrmient  documents.  Searchable  patent  assignment  fields 
are:  patent  number,  publication  number,  assignor  name,  as- 
signee name,  and  reel/frame  number.  Searchable  trademark 
assignment  fields  are:  serial  number,  registration  number, 
assignee  name,  assignor  name,  applicant  name,  registrant 
name,  and  reel/frame  number.  The  search  results  for  both 
patents  and  trademarks  will  display  the  reel/frame  number, 
property  numbers,  conveyance  data,  assignor  name,  assignee 
name,  correspondence  address,  and  recorded  and  execution 
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U.S.  PATENT  AND  TRADEMARK  OFFICE 
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dates.  Unique  patent  bibliographic  information  associated  with 
the  assignment  that  will  be  displayed  is  the  issue  or  publication 
date  and  the  inventor.  Unique  trademark  bibliographic  infor- 
mation associated  with  the  assignment  that  will  be  displayed  is 
the  registration  date  and  the  applicant. 

Information  available  in  the  Patent  and  Trademark  Assign- 
ments on  the  Web  System  is  based  on  the  data  provided  to  the 
Assignment  Division  in  the  Office  of  Public  Records.  USPTO 
does  not  make  a  determination  as  to  validity  of  the  assignment 
submitted  for  recordation.  Additionally  there  is  no  effort  to 
standardize  names  of  assignors  or  assignees;  names  are  re- 
corded as  provided. 

FOR  FURTHER  INFORMATION  CONTACT:  Customer 
Information  Services  by  e-mail  at  CIS@uspto.gov,  by  tele- 
phone at  (800)  786-9199,  or  by  fax  at  (703)  306-2737. 

KAY  H.  MELVIN 

Executive  for  Customer 
Information  Services 

[1273  OG  163] 


(219) 


Posting  a  List  of  Patents  with 

37  CFR  1.607(d)  Notices 

on  the  PTO  Web  Site 


(218) 


Financial  Services  Available 
Over  the  Internet 


The  Revenue  Accounting  and  Management  (RAM)  system, 
which  is  a  Patent  and  Trademark  Office  (PTO)  automated 
financial  system,  was  upgraded  in  December  1999  to  provide 
customers  with  added  convenience  and  enhanced  financial 
services.  The  upgrade  is  part  of  the  PTO's  long-term  strategy 
to  modernize  financial  management  practices  and  procedures, 
to  provide  increased  options  for  paying  required  fees,  and  to 
provide  improved  customer  service  to  PTO's  customers. 

As  a  major  benefit,  the  upgraded  RAM  system,  using  a 
seciire  environment,  allows  the  following  transactions  to  occur 
over  the  Internet  through  the  PTO  Web  site  at  www.uspto.gov: 

•  replenish  deposit  account  balances  using  a  credit  card; 

•  view  deposit  account  information  including  holder  name, 
address,  and  current  balance; 

•  request  a  deposit  account  statement; 

•  add,  change,  or  delete  deposit  account  authorized  users; 

•  request  a  form  to  change  entity  status; 

•  pay  maintenance  fees  using  a  credit  card;  and 

•  view  3  1/2,  7  1/2  and  11  1/2  year  payment  window  dates 
for  maintenance  fees. 

We  currently  accept  any  of  the  following  credit  cards: 
American  Express,  Discover  Card,  MasterCard,  or  Visa.  These 
enhancements  are  designed  solely  to  provide  customers  with 
alternative  methods  of  payment. 

Customers  using  either  the  Netscape  Navigator  (Version  2.0 
or  higher)  or  Microsoft  Internet  Explorer  (Version  3.0  or 
higher)  browser  can  access  the  enhanced  financial  services 
features.  The  browser  must  be  properly  configured  to  use 
Secure  Sockets  Layer  (SSL)  technology  that  encrypts  data 
traveling  between  your  browser  and  our  server  to  protect  your 
privacy. 

Passwords  and  access  codes  to  replenish  deposit  account 
balances  using  a  credit  card;  to  view  deposit  account  informa- 
tion including  holder  name,  address,  and  current  balance;  and, 
to  request  a  deposit  account  statement  will  be  provided  to 
current  deposit  account  holders  along  with  their  monthly 
deposit  account  statements. 

Questions  regarding  deposit  accounts  should  be  directed  to 
Karen  Parish  at  (703)  305-4636.  Questions  regarding  patent 
maintenance  fees  should  be  directed  to  the  Maintenance  Fee 
Branch  at  (703)  308-5068  or  (703)  308-5069. 

Questions  or  comments  concerning  this  notice  should  be 
forwarded  to  Matthew  Lee  by  telephone  at  (703)  305-8051,  by 
e-mail  at  matthew.leeuspto.gov,  by  facsimile  at  (703)  305- 
8007,  or  by  mail  marked  to  his  attention  and  addressed  to  the 
Commissioner  of  Patents  and  Trademarks,  OflBce  of  Finance, 
Crystal  Park  1,  Suite  802,  Washington,  D.C.  20231. 


Dec.  28.  1999 


Q.  TODD  DICKINSON 

Assistant  Secretary  of  Commerce  and 

Commissioner  of  Patents  and 

Trademarks 

[1230  OG  86] 


When  an  applicant  seeks  to  provoke  an  interference  with  a 
patent,  37  CFR  1.607(d)  requires  that  the  patentee  be  notified 
when  the  attempt  to  provoke  the  interference  is  first  made. 
After  notifications  under  37  CFR  1.607(d)  are  mailed,  they  are 
placed  in  the  patented  files.  They  then  become  public  records. 

Recently,  the  PTO  has  begun  receiving  specific  requests 
from  members  of  the  public  for  listings  of  patents  which  have 
had  37  CFR  1.607(d)  notices  mailed  to  the  patentee.  To 
provide  this  service  to  our  customers,  while  reducing  the 
administrative  burden  of  processing  individual  requests,  the 
PTO  will  post,  within  the  next  few  months,  a  listing  of  all  such 
patents.  The  posting  will  be  provided  on  the  PTO  Home  Page 
at  www.uspto.gov.  The  first  listing  will  include  all  patents  in 
which  a  37  CFR  1.607(d)  notice  has  been  mailed  since  January 
1,  1998.  Thereafter,  the  listing  will  be  updated  on  a  quarterly 
basis  and  the  quarterly  posting  will  list  all  patents  from  the 
previous  three  months  containing  such  notices. 

Inquiries  regarding  this  matter  should  be  directed  to 
Magdalen  Greenlief  at  (703)  305-8813. 


September  9,  1998 


STEPHEN  G.  KUNIN 

Deputy  Assistant  Commissioner  for 

Patent  Policy  and  Projects 

[1215  OG  14] 


(220) 


Interim  Internet  Usage  Policy 


The  Patent  and  Trademark  Office  (PTO)  is  in  the  process  of 
providing  Internet  access  to  PTO  employees.  Effective  January 
27,  1997,  PTO  employees  who  have  electronic  mail  (e-mail) 
accounts  on  the  PTOnet  will  have  the  capability  to  send  and 
receive  mail  through  the  Internet.  PTO  is  also  deploying 
Netscape  browser  software  to  all  PTOnet  servers.  Policies  and 
guidelines  governing  use  of  the  Internet  were  distributed  to  all 
PTO  employees  in  July  of  1996  in  a  document  titled  "Rules  of 
the  Road."  PTO  employees  must  follow  the  "Rules  of  the 
Road"  when  using  the  Internet  (copy  attached). 

In  view  of  the  fact  that  all  communications  and  data 
transmitted  from  or  to  the  applicant  by  the  Internet  are 
neither  encrypted  nor  secure,  and  in  order  to  ensure  that  usage 
of  the  Internet  by  PTO  employees  will  not  violate  the  confi- 
dentiality requirements  of  35  U.S.C.  122,  the  following  interim 
Internet  usage  policy  is  being  published.  The  policies  and 
guidelines  set  forth  below  are  interim  since  the  public  has  not 
yet  had  an  opportunity  to  comment  on  them.  PTO  will  publish 
a  Notice  in  the  Federal  Register  and  Official  Gazette  requesting 
comments  from  the  public  on  the  use  of  the  Internet  in  PTO 
patent  and  trademark  examination. 

(1)  PTO  employes  are  NOT  permitted  to  use  the  Internet 
e-mail  to  conduct  official  PTO  business  where  sensitive  data 
will  be  exchanged  or  where  there  exists  a  possibility  that 
sensitive  data  could  be  identified  unless  there  is  an  express 
waiver  of  the  confidentiality  requirements  under  35  U.S.C.  122 
by  the  applicant.  Sensitive  data  includes  confidential  informa- 
tion related  to  patent  applications  (see  Rules  4  and  5  of  the 
"Rules  of  the  Road").  The  following  is  a  sample  form  which 
may  be  used  by  applicant  for  waiver  of  the  confidentiality 
requirements  of  35  U.S.C.  122: 

"Recognizing  that  Internet  communications  are  not  secured, 
I  hereby  authorize  the  PTO  to  communicate  with  me  concern- 
ing any  subject  matter  of  this  application  by  electronic  mail.  I 
understand  that  a  copy  of  these  communications  will  be  made 
of  record  in  the  application  file." 

Where  an  express  waiver  of  35  U.S.C.  122  is  given  by  the 
applicant  and  upon  mutual  agreement  between  applicant  and 
the  PTO  employee,  communications  via  Internet  e-mail,  other 
than  those  under  35  U.S.C.  132  or  which  otherwise  require  a 
signature,  may  be  used.  In  such  cases,  a  printed  copy  of  the 
Internet  e-mail  communications  must  be  given  a  paper  number, 
entered  into  the  Patent  Application  Locating  and  Monitoring 
System  (PALM)  and  entered  in  the  application  file.  At  the 
present  time,  a  response  to  an  Office  action  may  NOT  be 
communicated  by  applicant  to  the  PTO  via  Internet  e-mail. 
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Where  communication  via  Internet  e-mail  is  initiated  by  a 
registered  practitioner,  or  an  applicant  in  a  pro  se  case, 
sufficient  information  must  be  provided  to  show  representative 
capacity  in  compliance  with  37  CFR  1.34.  Examples  of  such 
information  are  the  attorney  docket  number  and  registration 
number. 

PTO  employees  are  NOT  permitted  to  initiate  communica- 
tions with  applicant  via  Internet  e-mail  except  where  an 
express  waiver  of  35  U.S.C  122  is  of  record  in  the  appUcation. 

(2)  Where  the  Internet  is  used  to  search  and  retrieve  prior  art 
information,  PTO  employees  must  restrict  their  search  opera- 
tions to  determining  the  general  state  of  the  art.  Internet  prior 
art  search  strategies  that  could  disclose  sensitive  information 
such  as  the  elements  of  an  invention  are  NOT  permitted. 

The  policies  and  guideUnes  set  forth  in  this  Interim  Internet 
Usage  Policy  document  are  intended  to  be  an  extension  of  the 
policies  and  guidelines  set  forth  in  the  "Rules  of  the  Road"  and 
they  are  not  intended  to  be  a  replacement  of  the  policies  and 
guidelines  in  the  "Rules  of  the  Road."  Final  policies  and 
guidelines  will  be  published  at  a  later  date. 

Questions  concerning  these  policies  and  guidelines  regard- 
ing Internet  usage  and  suggestions  as  to  how  Internet  usage 
capability  may  be  expanded  without  violating  the  confidenti- 
ality requirements  of  35  U.S.C.  122  may  be  addressed  to  the 
Office  of  the  Deputy  Assistant  Commissioner  for  Patent  Policy 
and  Projects,  Assistant  Commissioner  for  Patents,  Washington, 
D.C.  20231. 

Feb.  10,  1997  BRUCE  A.  LEHMAN 

Assistant  Secretary  of  Commerce  and 

Commissioner  of  Patents 

and  Trademarks 


PTOnet  AND  PTO  SYSTEMS 
"RULES  OF  THE  ROAD" 

PTOnet,  PTO  Systems  and  other  computing  resources  are 
shared  among  PTO  employees.  PTOnet  provides  access  to 
PTO  business  systems  that  operate  on  the  PTO  information 
technology  infrastructure,  and  provides  access  to  remote  loca- 
tions through  secure  gateways.  In  the  near  future,  PTOnet  will 
provide  access  to  the  Internet.  The  PTOnet  and  PTO  Systems 
"Rules  of  the  Road"  are  intended  to  help  PTO  employees  use 
the  PTO's  computing  and  network  facilities  responsibly, 
safely,  and  efficiently,  thereby  maximizing  the  availability  of 
these  facilities  to  all  employees.  Complying  with  these  rules 
will  help  maximize  access  to  these  facilities,  and  help  assure 
that  your  use  of  them  is  responsible,  legal,  and  respectful  of 
privacy.  While  use  of  PTO  automation  resources  is  voluntary, 
PTO  employees  must  follow  the  "Rules  of  the  Road"  when 
using  these  resources. 

The  "Rules  of  the  Road"  amphfy  and  clarify  previous  PTO 
policy  on  PTOnet  and  PTO  System  use,  including  Internet 
access  via  Pioneer.  The  rules  are  grouped  into  the  following 
three  categories: 

•  Complying  with  the  intended  use  of  PTOnet  and  PTO 
Systems 

•  Assuring  ethical  use  of  PTOnet  and  PTO  Systems 

•  Assuring  proper  use  of  PTOnet  and  PTO  Systems 

The  following  is  a  more  detailed  discussion  of  the  individual 
rules  associated  with  each  category.  The  "Rules  of  the  Road" 
are  also  discussed  in  appropriate  sections  of  the  PTO's  Office 
Automation  Services  Guide.  Each  PTO  Cost  Center  may 
supplement  the  "Rules  of  the  Road"  for  better  administration 
of  information  within  its  own  domain. 

/.  Complying  with  the  Intended  Use  of  PTOnet  and  PTO 
Systems 

It  is  important  that  each  employee  understand  the  purpose  of 
PTOnet  and  PTO  systems  so  that  their  use  is  in  compliance 
with  that  purpose. 


//.  Assuring  Ethical  Use  of  PTOnet  and  PTO  Systems 

Along  with  the  many  opportunities  that  PTOnet  and  PTO 
Systems  provide  for  PTO  employees  to  share  information, 
comes  the  responsibility  to  use  the  system  in  accordance  with 
PTO  standards  of  conduct.  These  standards  are  outlined  in  the 
PTO  Employee  Handbook.  Appropriate  use  of  PTOnet  and 
PTO  systems  includes  maintaining  the  security  of  the  system, 
protecting  privacy,  and  conforming  to  applicable  laws,  particu- 
larly copyright  and  harassment  laws. 


RULE  3:  Don't  Let  Anyone  Know  Your  Password(s) 


While  you  should  feel  free  to  let  others  know  your  usemame 
(this  is  the  name  by  which  you  are  known  to  the  whole 
PTOnet.  PTO  Systems  and  Internet  community),  you  should 
never  let  anyone  know  your  account  passwords.  This  includes 
even  trusted  friends,  and  computer  system  administrators  (e.g. 
Information  System  staff)- 

Giving  someone  else  your  password  is  like  giving  them  a 
signed  blank  check,  or  your  charge  card.  You  should  never  do 
this,  even  to  "lend"  your  account  to  them  temporarily.  Anyone 
who  has  your  password  can  use  your  account,  and  whatever 
they  do  that  affects  the  system  will  be  traced  back  to  your 
usemame  —  if  your  usemame  or  account  is  used  in  an  abusive 
or  otherwise  inappropriate  manner,  the  PTO  will  hold  you 
responsible. 

When  creating  or  changing  your  password,  always  use  a 
password  that  you  can  easily  remember  but  is  unique  enough 
that  it  cannot  be  easily  guessed  by  your  co-workers.  Never  use 
the  names  of  spouses,  children,  pets  or  biithdates,  as  these  can 
easily  be  compromised. 


RULE  4:  Don't  Violate  the  Privacy  of  Other  Users 


The  Electronic  Communications  Privacy  Act  (18  USC  2510  et 
seq.,  as  amended)  and  other  Federal  laws  protect  the  privacy  of 
users  of  wire  and  electronic  communications.  The  facilities  of 
the  PTOnet  and  PTO  System  are  in  place  to  facilitate  the 
sharing  of  information  among  PTO  employees,  our  interna- 
tional partners,  and  our  customers.  All  users  of  PTOnet  and 
PTO  Systems  should  make  sure  that  their  actions  don't  violate 
the  privacy  of  other  users,  even  if  unintentionally. 

Some  specific  areas  to  watch  for  include  the  following: 

•  Don't  try  to  access  the  files  of  directories  of  another  user 
without  clear  authorization  from  that  user. 

•  Don't  try  to  intercept  or  otherwise  monitor  any  network 
communications  not  explicitly  intended  for  you. 

•  Don't  use  names  or  other  personal  identifiers  in  commu- 
nications that  might  be  of  a  sensitive  or  confidential  nature. 

•  Don't  intentionally  seek  information  about,  browse,  obtain 
copies  of,  or  modify  files,  mail,  or  passwords  belonging  to 
others,  whether  they  are  at  the  PTO  or  elsewhere,  unless 
specifically  authorized  to  do  so  by  those  individuals.  Don't 
attempt  to  decrypt  or  translate  encrypted  material  belonging  to 
another  person  or  organization. 

•  Don't  attempt  to  alter  the  "From"  line  of  your  Interact 
user-ID  or  other  attributes  of  origin  in  electronic  mail,  mes- 
sages, or  postings. 

•  Don't  edit  or  change  the  content  of  an  e-mail  message 
when  sending  a  reply  to  the  message's  originator  or  forwarding 
the  message  to  another  person  without  indicating  where  and 
how  the  message  was  edited. 

•  Don't  create  any  shared  programs  that  secretly  collect 
information  about  PTO  users. 


RULE  5:  Don't  Transmit  Classified  or  Sensitive  Data. 


Every  attempt  has  been  made  to  ensure  that  appropriate 
security  mechanisms  are  in  place  for  protecting  information 
from  unintended  access,  from  within  the  system  or  from  the 
outside.  However,  these  mechanisms,  by  themselves,  are  not 
sufficient.  PTOnet  and  PTO  System  users  should  ensure  that 
they  take  appropriate  action  to  safeguard  classified  or  sensitive 
data.  Users  are  instmcted  to  implement  the  following  require- 
ments: 
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•  Don't  transmit  classified  data,  data  subject  to  a  secrecy 
order,  and  data  under  seal  through  Internet  or  e-mail,  or  post 
such  data  on  bulletin  boards. 

•  Don't  store  or  transmit  sensitive  data  without  proper 
protection  as  defined  in  applicable  Federal  laws  and  regula- 
tions. Sensitive  data  should  not  be  posted  on  bulletin  boards. 
Data  should  be  considered  sensitive  if  they  might  be  exempt 
from  Freedom  of  Information  Act  (FOIA)  disclosure  or  pro- 
tected under  the  Privacy  Act.  Sensitive  data  include  records 
about  individuals  in  which  there  is  a  reasonable  expectation  of 
privacy,  trade  secrets  or  confidential  business  information,  and 
confidential  information  related  to  Patent  and  Trademark 
applications. 

•  Don't  transmit  data  that  are  part  of  PTO's  dcision  making 
process  over  the  Internet. 

The  following  are  examples  of  sensitive  data  that  should  not 
be  discussed  or  transmitted  on  PTOnet  or  related  computing 
services: 

•  Anything  with  sensitive  personnel  data  such  as  names  with 
SSN,  leave  balances,  salaries,  benefits  for  which  an  employee 
is  signed  up,  etc. 

•  Anything  dealing  with  the  details  surrounding  an  Em- 
ployee Relations  or  Union  issue. 

•  Sensitive  procurement  information  (this  is  in  the  $1  million 
or  over  category,  not  purchase  orders). 

•  Anything  dealing  with  the  details  surrounding  contract 
award  prior  to  award. 

•  All  information  categorized  as  Source  Selection  Informa- 
tion by  Section  27  of  the  Office  of  Federal  Procurement  Policy 
Act  (41  U.S.C.  423)  that  concerns  the  number,  identity, 
ranking,  or  evaluation  of  offerors  in  response  to  an  ongoing 
procurement  action. 

•  Information  marked  by  an  offeror  as  proprietary. 

•  Source  selection  information,  including  bid  prices  prior  to 
bid  opening,  proposed  costs/prices  in  response  to  a  solicitation, 
source  selection  plans,  technical  evaluation  of  proposals,  cost 
or  price  evaluations,  competitive  range  determinations,  rank- 
ing of  offers,  and  reports  or  evaluations  of  source  selection 
panels. 

•  Anything  dealing  with  budget  policy  prior  to  the  budget 
submission,  particularly  as  it  may  deal  with  PTO  employees. 

•  Passwords  or  other  computer  security  related  items. 
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Summary 

To  facilitate  processing  of  correspondence  into  the  Image  File 
Wrapper  (IFW)  system,  the  United  States  Patent  and  Trade- 
mark Office  (USPTO  or  Office)  is  revising  its  procedures  to 
require  that  a  single,  centralized  location  be  used  for  hand- 
carried  and  facsimile-transmitted  patent  application  related 
incoming  correspondence  delivered  to  organizations  reporting 
to  the  Commissioner  of  Patents  (e.g..  Technology  Centers,  the 
Office  of  Patent  Publication,  and  the  Office  of  Petitions).  Most 
other  offices  as  listed  below  will  continue  receiving  hand- 
carried  and  facsimile-transmitted  correspondence  at  the  same 
locations  and  at  the  same  facsimile  numbers.  The  centralized 
location  for  hand-carried  correspondence  is  the  existing  Cus- 
tomer Window.  The  centralized  facsimile  number  is  (703) 
872-9306.  The  changes  are  effective  December  1,  2003. 

Background 

The  Office  is  in  the  process  of  implementing  an  electronic 
image  capture  system  to  replace  the  standard  paper  processing 
of  patent  applications.  Documents  formerly  placed  in  the  paper 
file  wrapper  of  pending  patent  applications  (including  the 
specification,  oath  or  declaration,  drawings,  references, 
amendments,  Office  actions,  foreign  patent  documents  and 
non-patent  literature  of  information  disclosure  statements  and 
file  jacket  notations)  are  being  electronically  scanned  and 
loaded  into  the  Image  File  Wrapper  (IFW)  system.  Once 
documents  are  loaded  into  the  IFW  system,  examiners,  tech- 
nical support  staff,  other  USPTO  staff,  and  contractors  will 
perform  further  processing  and  examination  using  the  IFW 


system.  See  Notification  of  United  States  Patent  and  Trade- 
mark Office  Patent  Application  Records  being  Stored  and 
Processed  in  Electronic  Form,  1271  Off.  Gaz.  Pat.  Office  100 
(June  17,  2003). 

PART  1.  Central  Delivery  of  Hand-Carried  Patent  Appli- 
cation Related  Papers 

A.  CUSTOMER  WINDOW 

To  effect  a  smooth  transition  into  the  IFW  environment,  the 
Office  is  requiring  the  use  of  the  Customer  Window  for  all 
hand-carried  patent  application  related  correspondence.  This 
location  will  be  equipped  to  perform  the  necessary  sorting  and 
routing  of  submissions  for  either  electronic  or  paper  process- 


The  Customer  Window  is  located  at: 

U.S.  Patent  and  Trademark  Office 

2011  South  Clark  Place 

Customer  Window 

Crystal  Plaza  Two,  Lobby,  Room  1B03 

Ariington,  VA  22202 

Effective  December  1,  2003,  all  official  patent  application 
related  correspondence  for  organizations  reporting  to  the 
Commissioner  of  Patents  (e.g.  Technology  Centers,  the  Office 
of  Patent  Publication,  and  the  Office  of  Petitions)  that  is 
hand-carried  (or  delivered  by  other  dehvery  services,  e.g., 
FedEx,  UPS,  etc.)  must  be  delivered  to  the  Customer  Window, 
with  a  few  exceptions  as  listed  below  in  Part  C.  Hand-carried 
application  related  correspondence  will  no  longer  be  accepted 
in  the  Technology  Centers  (TCs),  the  Office  of  Patent  Publi- 
cation, and  the  Office  of  Petitions.  Any  courier  who  attempts 
deUvery  of  an  official  application  related  cortespondence  at  a 
TC  (or  where  it  is  no  longer  permitted)  will  be  re-directed  to 
the  Customer  Window.  Some  time  after  the  initial  move  to 
Carlyle,  Alexandria,  an  additional  depository  in  the  Carlyle 
facility  for  hand-carried  correspondence  will  be  established. 
Patent  application  related  compact  disks  (CDs)  and  other 
non-paper  submissions  that  are  hand-carried  must  be  delivered 
to  the  Customer  Window. 

Correspondence  may  continue  to  be  mailed  via  the  United 
States  Postal  Service  (USPS)  and  special  Mail  Stops  (where 
appropriate)  should  continue  to  be  used.  See  Special  Mail 
Stops  for  Patent  and  Trademark  Mail,  1271  Off.  Gaz.  Pat. 
Office  67  (June  10,  2003).  The  mailing  address  of  the 
USPTO  is  not  affected  by  this  change  in  practice  with 
regard  to  hand-  carried  or  facsimile  correspondence. 

B.  Papers  Requiring  Immediate  OfBce  Attention  (Hand- 
carried  and  Facsimile  Transmissions) 

Due  to  special  OflBce  procedures  concerning  the  three  below 
listed  types  of  submissions,  applicants  are  advised  and  encour- 
aged to  conspicuously  mark  "SPECIAL  PROCEDURES  SUB- 
MISSION" on  the  top  of  the  first  page  of  these,  and  only 
these,  documents  whether  they  are  hand-carried  or  sent  by 
facsimile  transmission,  to  the  Office.  Special  alerting  proce- 
dures will  be  followed  for  these  documents  after  submission  at 
the  Customer  Window  or  receipt  by  the  central  facsimile 
processing  facility. 

1.  Petitions  for  express  abandonment  to  avoid  publication 
under  37  CFR  1.138(c). 

2.  Petitions  to  withdraw  an  application  from  issue  under  37 
CFR  1.313(c)(3). 

3.  Request  for  Expedited  Examination  of  a  design  applica- 
tion (Rocket  Docket). 

C.  Correspondence  for  Which  Centralized  Delivery  of 
Hand-carried  Papers  is  Not  Required 

Non-patent  application  related  papers  and  a  few  exceptions  to 
the  general  rule  for  patent  application  related  correspondence 
may  be  delivered  to  specific  non-central  locations  as  set  forth 
below.  Thus,  the  following  types  of  correspondence  should  be 
delivered  to  the  specific  location  where  they  are  processed 
instead  of  the  Customer  Window.  Any  such  cortespondence 
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carried  by  error  to  the  Customer  Window  will  be  accepted  but 
then  re-routed  to  the  appropriate  office,  thereby  incurring  a 
delay  before  being  processed. 

1.  All  non-application  and  non-specific  application  re- 
lated correspondence,  such  as  questions  on  pohcy,  on  em- 
ployment, or  other  general  inquiries,  may  continue  to  be 
hand-carried  or  transmitted  by  facsimile  to  the  current  desig- 
nated locations,  depending  on  the  substance  of  the  correspon- 
dence. 

2.  Hand-carried  requests  to  initiate,  or  related  to  ongoing  ex 
parte  or  inter  partes  reexamination  proceedings  may  be 
hand-carried  to  the  Central  Reexamination  Unit  (CRU)  in 
Crystal  Plaza  Va  Room  3D68. 

3.  Requests  for  access  to  patent  application  files  may 
continue  to  be  hand-carried  to  the  File  Information  Unit  (FTU) 
in  Crystal  Plaza  3  Room  IDOL 

4.  Patent  term  extension  applications  under  35  U.S.C.  § 
156  (HatchAVaxman)  may  be  hand-carried  to  the  Office  of 
Patent  Legal  Administration  (OPLA)  in  Crystal  Plaza  Va  Room 
3D65. 

5.  Assignments  may  be  hand-carried  to  the  Assignment 
Branch  in  Crystal  Gateway  4,  Room  301. 

6.  Correspondence  for  the  OflBce  of  Enrollment  and  Dis- 
cipline (OED)  may  be  hand-carried  directly  to  OED  in  Crystal 
Plaza  6,  Room  1103. 

7.  Correspondence  for  the  OfiBce  of  General  Counsel  or  the 
Solicitor's  OfiBce  may  be  hand-carried  directly  to  the  Office  of 
General  Counsel  in  Crystal  Park  2,  Room  905. 

8.  Correspondence  relating  to  interferences  may  be  hand- 
carried  to  the  Board  of  Patent  Appeals  and  Interferences  in 
Crystal  Gateway  2,  Room  lOCOl. 

9.  Correspondence  relating  to  PCX  international  applica- 
tions prior  to  national  stage  entry  (35  U.S.C.  §  371)  may 
continue  to  be  hand-carried  to  the  PCX  Operations  customer 
window  located  at  Crystal  Plaza  Xwo,  8th  floor.  After  national 
stage  entry  (indicated  by  the  mailing  of  the  Notice  of  Accep- 
tance (Form  903)),  correspondence  relating  to  the  national 
stage  of  the  international  application  should  be  hand-carried  to 
the  Customer  Window. 

Part  2.  Centralized  Facsimile  Number  for  OfiBcial  Patent 
Application  Related  Correspondence 

A.  Central  Number 

Effective  December  1,  2003,  all  patent  application  related 
correspondence  transmitted  by  facsimile  must  be  directed  to 
the  central  facsimile  number,  (703)  872-9306,  with  a  few 
exceptions  below  in  Part  B.  Replies  to  Office  actions  including 
after-final  amendments  that  are  transmitted  by  facsimile  must 
be  directed  to  the  central  facsimile  number.  Unofficial  corre- 
spondence such  as  draft  proposed  amendments  for  interviews 
may  continue  to  be  transmitted  by  facsimile  to  the  Xechnology 
Centers  (XCs).  See  Fax  Automation  in  Technology  Center 
1700,  1237  Off.  Gaz.  Pat.  Office  140  (August  29,  2000).  Any 
official  correspondence  transmitted  by  facsimile  in  error  to 
prior  published  facsimile  numbers  will  be  either  automatically 
re-routed  to  the  central  facsimile  number,  or  manually  for- 
warded to  the  central  facsimile  facility  for  processing  but  may 
thereby  incur  a  delay  before  being  processed.  Xhe  central 
facsimile  number  is  capable  of  simultaneous  receipt  of  fac- 
simile transmissions  from  multiple  customers.  All  other  Office 
facsimile  numbers  remain  unchanged.  Prior  published  fac- 
simile numbers  will  continue  in  operation  until  further  notice. 
Applicants  are  advised  that  since  correspondence  successfully 
sent  by  facsimile  transmission  to  the  old  numbers  (as  evi- 
denced by  a  "successful  facsimile  receipt"  or  "transmission 
complete"  message)  will  always  be  routed  or  forwarded  to  the 
central  facsimile  facility;  no  further  action  on  the  applicants' 
part  is  required.  Do  not  send  a  duplicate  facsimile  to  the  central 
number. 


See  Patent  Customers  Advised  to  FAX  Communications  to 
USPTO,  1270  Off.  Gaz.  Pat.  Office  151  (May  27,  2003)  for  a 
discussion  of  the  correspondence  that  can  and  cannot  be  sent 
by  facsimile  transmission  to  the  Office.  Questions  related  to 
receipt  of  a  facsimile  to  the  Xechnology  Centers  should  be 
directed  to  the  Xechnology  Center  Customer  Service  represen- 
tative listed  in  the  above-mentioned  notice. 


B.  Correspondence  Which  May  be  Sent  By  Facsimile  to 
Other  Xhan  the  Central  Facsimile  Number 

Xhe  correspondence  items  below  may  be  sent  by  facsimile  to 
specific  facsimile  numbers  as  indicated  as  these  items  are  for 
non-patent  appUcation  related  papers  and  a  few  exceptions  to 
the  general  rule  (for  facsimile  transmission  to  a  central 
number). 

1.  Facsimile  transmissions  to  the  OfiBce  of 
Initial  Patent  Examination 

New  appUcations,  correspondence  being  submitted  for  the 
purpose  of  obtaining  an  application  filing  date,  and  (except 
with  issue  fee  payment)  drawings  may  NOX  be  transmitted  by 
facsimile.  Other  types  of  responses  to  notices  from  the  Office 
of  Initial  Patent  Examination  (OIPE)  and  requests  for  corrected 
filing  receipts  may  be  transmitted  by  facsimile  directly  to  the 
OIPE.  Xhe  following  is  a  list  of  official  facsimile  numbers  for 
OIPE: 


Facsimile  number  for  corrected 
Filing  Receipt  Requests: 

(703)  746-9195 

Facsimile  number  for  Response  to 
Notice  to  File  Missing  Parts  (drawings 
may  not  be  submitted  by  facsimile): 

(703)  746-4060 

Xelephone  number  for  Customer  Service: 

(703)  308-1202 

2.  Facsimile  transmissions  to  PCX  Operations  and 
PCX  Legal  Administration 

An  international  application  for  patent  or  a  copy  of  the 
international  application  and  the  basic  national  fee  necessary  to 
entry  the  national  stage,  as  specified  in  37  CFR  1.495(b),  may 
NOX  be  submitted  by  facsimile.  Correspondence  in  an  appli- 
cation before  the  U.S.  Receiving  Office,  the  U.S.  International 
Searching  Authority,  or  the  U.S.  International  Examining 
Authority  may  be  facsimile-transmitted  but  the  correspon- 
dence will  NOX  receive  the  benefit  of  any  certificate  of 
transmission  (or  mailing).  See  37  CFR  1.6(d)(3)  (referencing 
37  CFR  l.8(a)(2)(i)(D)-(F)).  Papers  relating  to  international 
applications  should  be  directed  to  one  of  the  following 
numbers,  if  applicable: 


Facsiinile  number  for  papers  in 
international  applications: 

(703)  305-3230 

Facsimile  number  for  Response 
to  Decisions  on  Petition 

(703)  308-6459 

Facsimile  number  for  the 
PCX  Help  Desk: 

(703)  305-2919 

Xelephone  number  for  the 
PCX  Help  Desk: 

(703)  305-3257 

3.  Facsimile  transmissions  to  the 
OfiBce  of  Patent  Publication 

Payment  of  an  issue  fee  and  any  required  pubhcation  fee  by 
authorization  to  charge  a  deposit  account  or  credit  card  may  be 
submitted  by  facsimile  transmission.  When  drawings  are 
submitted  with  payment  of  an  issue  fee,  they  may  be  submitted 
by  facsimile,  although  applicants  are  reminded  that  the  fac- 
simile process  may  reduce  the  quality  of  the  drawings,  and  the 
Office  will  generally  print  the  drawings  as  received. 

Xhe  applicable  facsimile  numbers  for  payment  of  the  issue 
and/or  publication  fee(s)  by  facsimile  transmission  are  as 
follows: 


Facsimile  number  for  Issue  Fee 
(and  any  Publication  Fee)  Payments: 

(703)  746-4000 

Xelephone  number  to  check  on 
receipt  of  payment  (with  Office  of 
Patent  Publication): 

(703)  305-8283 

4.  Facsimile  transmissions  to  the 
OfiBce  of  Pre-Grant  Publication 

Petitions  for  express  abandonment  to  avoid  publication  under 
37  CFR  1.138(c),  requests  to  rescind  a  nonpublication  request 
and  notices  of  foreign  filing  should  be  directed  to  the  Pre-Grant 


March  2,  2004 


U.S.  PATENT  AND  TRADEMARK  OFFICE 


1280  OG  683 

(222) 


Publication  Division.  Questions  regarding  publication  of 
patent  applications  (or  rescissions  of  nonpublication  requests) 
may  also  be  directed  by  e-mail  to  pgpub@uspto.gov. 


Facsimile  number  for  PG-PUB 
correspondence: 

(703)  305-8568 

Telephone  number  for  the  Pre-Grant 
Publication  Division: 

(703)  605-4283 

5.  Facsimile  transmissions  to  the 
Electronic  Business  Center 

Requests  for  Customer  Number  Data  Change  (PTO/SB/124) 
and  Requests  for  a  Customer  Number  (PTO/SB/125)  may  be 
facsimile-transmitted  to  the  Electronic  Business  Center  (EBC). 
The  EBC  may  also  be  reached  by  e-mail  at:  ebc@uspto.gov 


Facsimile  number  for  the  Electronic 
Business  Center: 

(703)  308-2840 

Telephone  number  for  assistance 
from  the  EBC: 

(866)  217-9197 

6.  Facsimile  transmissions  of  Assignment  Documents 

Facsimile  transmission  to  record  an  assignment  or  other 
documents  affecting  title  is  also  permitted.  This  process  allows 
customers  to  submit  their  documents  directly  into  the  auto- 
mated Patent  and  Trademark  Assignment  System  and  receive 
the  resulting  recordation  notice  at  their  facsimile  machine. 
Credit  card  payments  to  record  assignment  documents  are  now 
accepted,  and  use  of  the  Credit  Card  form  (PTO-2038)  is 
required  for  the  credit  card  information  to  be  separated  from 
the  assignment  records.  Only  documents  with  an  identified 
patent  application  or  patent  number,  a  single  cover  sheet  to 
record  a  single  type  of  transaction,  and  the  fee  paid  by  an 
authorization  to  charge  a  USPTO  deposit  account  or  credit  card 
may  be  submitted  via  facsimile.  Please  refer  to  the  USPTO 
Web  Site,  at  http://www.uspto.gov/web/of5ces/ac/ido/opr/ 
ptasfax.pdf  for  more  information  regarding  the  submission  of 
assignment  documents  via  facsimile. 


Facsimile  number  for  the  Automated 
Patent  and  Trademark  Assignment  system: 

(703)  306-5995 

Telephone  number  for  the  Assignment 
Division  for  assistance: 

(703)  308-9723 

7.  Facsimile  transmissions  of  Papers  for 
Reexamination  Proceedings 

Correspondence  related  to  reexamination  proceedings  will  be 
separately  scaimed  in  the  Central  Reexamination  Unit  (CRU). 
Inter  partes  reexamination  correspondence,  except  for  the 
initial  request,  may  be  sent  by  facsimile  transmission  directly 
to  the  CRU  facsimile  number  below.  All  ex  parte  reexamina- 
tion correspondence,  except  for  the  initial  request,  may  be  sent 
by  facsimile  transmission  to  the  central  facsimile  number, 
(703)  872-9306.  For  questions  concerning  Reexaminations, 
contact  the  CRU  at  the  number  below: 


8.  Facsimile  transmissions  of  Papers  to  the 
Board  of  Patent  Appeals  and  Interferences 

Correspondence  permitted  to  be  transmitted  by  facsimile 
related  to  pending  interferences  may  be  transmitted  by  fac- 
simile to  the  Board  of  Patent  Appeals  and  Interterences  at  the 
number  below.  Correspondence  should  not  be  transmitted  to 
this  number  if  an  interference  has  not  yet  been  declared. 


Facsimile  number  for  pending 
interference  correspondence 


(703)  305-0942 


9.  Facsimile  transmissions  of  Papers  to  the 
OfiBce  of  the  General  Counsel 

Correspondence  permitted  to  be  transmitted  by  facsimile  to  the 
Office  of  the  General  Counsel  may  sent  to  the  number  below: 


Facsimile  number  for  the  Office  of  the 
General  Counsel 


(703)  305-5907 


10.  Facsimile  transmissions  to  the  Office  of  the  Solicitor 

Correspondence  that  is  permitted  to  be  transmitted  by  fac- 
simile may  sent  directly  to  the  Office  of  the  Solicitor  at  the 
number  below: 


Facsimile  number  for  the  Office 
of  the  Solicitor 


(703)  305-9373 


FOR  FURTHER  INFORMATION  CONTACT: 

Inquiries  concerning  receipt  and  status  of  specific  correspon- 
dence should  continue  to  be  directed  to  the  appropriate  office 
that  considers  the  correspondence  on  the  merits.  Please  allow 
sufficient  time  for  the  correspondence  to  be  scanned  into  the 
IFW  system  or  to  be  forwarded  to  the  appropriate  location 
before  contacting  the  Office.  Applicants  may  electronically 
verify  the  receipt  and  status  of  the  correspondence  using  the 
private  side  of  the  Patent  Application  Information  Retrieval 
(PAIR)  system  and  are  strongly  encouraged  to  make  use  of  this 
PAIR  capabihty. 

*  Questions  related  to  the  operation  of  the  facsimile  system 

should  be  directed  to  the  Electronic  Business  Center  at  (866) 
217-9197. 

*  Inquiries  concerning  only  hours  and  location  of  the 
Customer  Window  may  be  directed  to  OIPE  Customer 
Service  at  (703)  308-1202. 

Technical  information  on  the  operation  of  the  IFW  system  can 
be  found  on  the  USPTO  website  at  http://www.uspto.gov/web/ 
patents/ifw/index.html. 


October  1,  2003 


STEPHEN  G.  KUNIN 

Deputy  Commissioner  for 
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Update  on  Facsimile  Submission  of 
Assignment  Documents  to  the  USPTO 


Facsimile  number  for  all  inter  partes 
correspondence  except  initial  requests: 

(703)  305-1013 

All  ex  parte  reexamination  correspondence: 
except  initial  requests 

(703)  872-9306 

Telephone  number  for  customer  service 
and  inquiries: 

(703)  306-2892 

As  was  first  announced  in  the  Official  Gazette  (OG)  of  January 
25,  2000,  the  United  States  Patent  and  Trademark  Office 
(USPTO)  now  has  the  capability  to  accept  facsimile  (fax) 
transmissions  to  record  an  assignment  or  other  documents 
affecting  title.  This  process  allows  customers  to  submit  their 
assignment  documents  via  fax  directly  into  the  automated 
Patent  and  Trademark  Assignment  System  (PTAS)  and  then 
receive  the  resulting  recordation  notice  on  their  fax  machine. 

Since  the  inception  of  this  process,  the  Assignment  Services 
Division  has  been  documenting  the  types  of  occurrences  which 
can  either  delay  or  prevent  the  USPTO  from  receiving  and 
processing  fax-transmitted  documents.  The  following  ques- 
tions and  answers  supplement  the  information  provided  in  the 
initial  January  25,  2000,  OG  Notice. 

Why  are  you  telling  me  that  my  document  is  "upside 
down"? 

In  a  routine  fax  transmission,  page  orientation  (top  of  the  page 
first  into  the  machine  or  bottom  of  the  page  first)  is  not  critical 
because  the  reader  can  easily  flip  and  arrange  the  pages  to  read 
them  top  to  bottom.  However,  it  is  critical  to  our  process  that 
each  page  is  faxed  top  to  bottom  with  the  top  margin  being  fed 
first  into  the  machine.  Once  they  have  been  received  in  PTAS, 
fax  transmitted  assignments  are  processed  strictly  by  electronic 
means.  Although  the  PTAS  software  can  rotate  a  document  180 
degrees  for  viewing  purposes,  when  the  electronic  document  is 
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extracted  to  generate  the  archival  microfilm  record,  each  page 
is  extracted  exactly  as  it  was  first  received.  Accordingly,  a 
document  sent  "upside  down"  would  be  microfilmed  upside 
down.  To  further  complicate  matters,  because  the  system 
generated  recordation  and  reel  and  frame  markings  on  the 
pages  would  be  in  the  opposite  orientation,  the  resulting 
document  would  be  difiBcult  to  read. 

The  assignment  document  I  sent  you  is  perfectly  proper 
and  valid.  What  do  you  mean  that  my  document  is  an 
'invalid  submission  type"? 

An  "invalid  submission"  has  nothing  to  do  with  the  validity  or 
legal  standing  of  the  document  you  submitted  for  recordation. 
"Invalid  submission  type"  means  you  have  sent  us  one  of 
several  kinds  of  documents  that  we  cannot  process  via  fax  at 
this  time.  As  first  specified  in  the  OG  of  January  25,  2000, 
there  are  six  types  of  documents  which  we  carmot  process  via 
fax: 

1.  Assignments  submitted  concurrent  with  newly  filed  patent 
applications.  These  must  continue  to  be  sent  to  the  Office  of 
Initial  Patent  Examination  with  the  application. 

2.  Documents  submitted  in  accordance  with  the  Trademark 
Law  Treaty  where  an  application  or  registration  number  is  not 
identified. 

3.  Documents  with  two  or  more  cover  sheets,  e.g.,  a  single 
document  with  one  cover  sheet  to  record  an  assignment,  and  a 
second  cover  sheet  to  record  separately  a  license  relating  to  the 
same  property. 

4.  Requests  for  corrections  to  documents  recorded  previously. 

5.  Requests  for  "at  cost"  recordation  services. 

6.  Documents  with  payment  by  credit  card. 

In  addition  to  these  documents,  our  experience  with  the  fax 
capability  over  the  past  several  months  has  added  to  the  list  of 
"invaUd  document  types": 

7.  Resubmission  of  a  non-recorded  assignment. 

I  am  the  attorney  of  record.  Why  are  you  sending  back  my 
assignment  document  as  non-recorded  due  to  "unautho- 
rized user"? 

The  person  who  signs  the  cover  sheet  statement  must  be  listed 
as  an  "authorized  user"  in  the  USPTO  Revenue  Accounting 
Management  (RAM)  system  in  order  for  the  Assignment 
Services  Division  to  collect  the  recordation  fee  from  your 
firm's  deposit  account.  Customer  updates  to  the  "authorized 
user"  list  may  be  faxed  to  the  Office  of  Finance,  Deposit 
Account  Division  at  (703)  308-6778,  and  must  be  signed  by  an 
authorized  user.  If  you  have  questions  concerning  your  current 
list  of  individuals  authorized  to  charge  your  deposit  account, 
you  may  also  contact  that  division  at  (703)  305-4632. 

Why  am  I  getting  back  mailed  correspondence  about 
documents  that  I  faxed  to  you? 

The  principal  reasons  we  have  to  mail  back  correspondence  to 
you  concerning  a  faxed  document  are:  (1)  no  identifying  fax 
number  on  your  document;  and  (2)  an  incorrect/unusable  fax 
number  associated  with  your  document. 

Standard  business  practice  is  that  your  complete  fax  number, 
your  company  or  personal  name,  and  the  time  and  date  of 
transmission  should  be  transmitted  along  with  your  document. 
You  need  to  program  this  sender  information  (TX  Terminal  Id) 
into  your  fax  machine's  memory,  and  then  the  information  will 
be  sent  automatically  during  your  fax  transmissions.  Our 
software  attaches  your  fax  number  to  the  incoming  package 
and  allows  PTAS  to  extract  the  number  to  electronically 
process  the  return  of  your  recorded  assignment. 

Your  fax  number  must  be  a  dedicated  line.  Shared  lines,  or 
lines  going  though  a  switchboard,  will  terminate  the  fax 
transmission.  Either  a  person  will  answer,  or  there  will  be  no 
answer. 


How  many  times  will  PTAS  attempt  to  fax  my  return 
documents? 

Currently  two  attempts,  24  hours  apart,  are  made  to  fax  out 
your  return  documents.  If  the  documents  cannot  be  faxed  after 
the  second  try,  they  will  then  be  mailed  to  you. 

Why  does  faxing  most  often  faU  to  work? 

We  are  seeing  four  principal  reasons  why  retiun  faxes  fail: 

1 .  Phone  line  problems  on  the  receiving  end,  which  include  old 
and  invalid  area  codes  being  used.  For  example,  201  is  still  a 
valid  area  code  in  Northern  New  Jersey,  but  if  your  fax 
machine's  area  code  is  now  in  973,  the  transmission  will  fail 
when  we  try  201. 

2.  A  person,  usually  a  receptionist  or  operator,  answers  the 
number. 

3.  The  fax  line  is  busy  during  the  transmission  attempt. 

4.  There  is  no  answer  at  the  number. 

Each  of  these  conditions  would  cause  an  automatic  second 
attempt  to  fax  your  return  documents. 

What  is  the  fax  number  for  the  Patent  and  Trademark 
Assignment  System? 

The  system's  fax  number  is  (703)  306-5995.  Please  do  not  fax 
general  assignment  correspondence  or  recordation  status 
inquiries  to  the  PTAS  fax  system.  These  are  not  documents  to 
be  recorded.  Faxing  such  documents  delays  our  answering 
your  question  and  causes  extra  work  to  delete  the  images  and 
associated  records  from  PTAS. 

What  if  I  have  a  question  about  the  fax  service  or  need 
help? 

Assignment  Services  Division  staff  are  available  to  assist 
customers  Monday  through  Friday  from  8:30  a.m.  to  5:00  p.m. 
Eastern  Time.  The  telephone  number  is  (703)  308-9723. 


July  7,  2000 


PATRICK  ROWE,  Director 
Office  of  Public  Records 
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Facsimile  Submission  of 

Assignment  Documents  is 

Now  Available  to  PTO  Customers 


The  Patent  and  Trademark  Office  (PTO)  is  now  accepting 
facsimile  (fax)  transmissions  to  record  an  assigrmient  or  other 
documents  affecting  title.  This  process  allows  customers  to- 
submit  their  documents  directly  into  the  automated  Patent  and 
Trademark  Assignment  System  and  receive  the  resulting  re- 
cordation notice  at  their  fax  machine. 

Here  is  additional  information  about  the  new  service: 

What  is  the  fax  number  for  the  Patent  and  Trademark 
Assignment  System? 

The  system's  fax  number  is  (703)  306-5995. 

What  are  the  benefits  of  fax  submission? 

For  both  the  submitter  and  the  PTO,  fax  transmission  signifi- 
cantly reduces  the  time  and  costs  associated  with  preparing, 
processing,  and  mailing  assignment  documents  in  paper.  Au- 
tomatic confirmation  of  fax  transmission  and  receipt  in  the 
Office  eliminates  the  need  to  make  follow-up  calls  inquiring 
about  the  status  or  location  of  documents.  Because  receipt  is 
not  dependent  on  the  US  Postal  Service  or  overnight  delivery 
services,  the  receipt  and  recordation  date  is  more  certain. 

What  assignment-related  documents  and  transactions  may 
be  submitted  via  fax? 
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Any  document  with:  (1)  an  identified  application,  patent,  or 
trademark  registration  number;  (2)  one  cover  sheet  to  record  a 
single  type  of  transaction;  and  (3)  the  fee  paid  by  a  PTO 
Deposit  Account. 

What  documents  or  transactions  cannot  be  submitted  via 
fax? 

1.  Assignments  submitted  concurrent  with  newly  filed  patent 
applications.  These  must  continue  to  be  sent  to  the  Office  of 
Initial  Patent  Examination  with  the  application. 

2.  Documents  submitted  in  accordance  with  the  Trademark 
Law  Treaty  where  an  application  or  registration  number  is  not 
identified. 

3.  Documents  with  two  or  more  cover  sheets;  e.g.,  a  single 
document  with  one  cover  sheet  to  record  an  assignment,  and  a 
second  cover  sheet  to  record  separately  a  license  relating  to  the 
same  property. 

4.  Requests  for  corrections  to  documents  recorded  previously. 

5.  Requests  for  "at  cost"  recordation  services. 

6.  Documents  with  payment  by  credit  card. 

If  I  fax  an  assignment  document,  do  I  still  need  to  have  a 
cover  sheet? 

Yes.  The  requirements  for  recordation  outlined  in  37  CFR  Part 
3  remain  unchanged.  An  accurate  and  complete  cover  sheet  is 
the  key  to  the  recordation  process  because  it  is  the  source  of  the 
bibliographic  data  the  Assignment  Division  enters  into  PTO 
records. 

When  can  I  fax  an  assignment  document  to  the  PTO? 

Fax  service  is  available  24  hours  a  day,  7  days  a  week.  The  date 
of  receipt  accorded  to  an  assignment  document  sent  to  the  PTO 
by  facsimile  transmission  is  the  date  the  complete  transmission 
is  received  by  the  Patent  and  Trademark  Assignment  System. 
If  the  transmission  is  completed  after  12:00  midnight  Eastern 
Time,  the  receipt  date  accorded  will  be  the  next  business  day. 
If  a  document  is  received  over  the  weekend  or  on  a  Federal 
holiday,  the  receipt  date  will  be  the  next  business  day.  The 
benefits  of  a  certificate  of  transmission  under  37  CFR  1.8  are 
available  to  the  customer. 

What  equipment  do  I  need? 

No  specific  make  or  model  of  fax  machine  is  needed.  However, 
the  customer's  fax  machine  must  be  connected  to  a  dedicated 
telephone  line  because  recordation  notices  will  be  returned 
automatically  to  the  sending  fax  number  through  the  Ofl5ce's 
automated  Patent  and  Trademark  Assignment  System.  Fax 
machines  associated  with  PBX  lines  or  on  shared  lines  are  not 
acceptable  because  a  person  will  answer  the  line,  thus  causing 
delivery  to  fail. 

Even  if  I  have  a  fax  machine  on  a  dedicated  line,  vehat 
happens  if  the  PTO  is  unable  to  fax  back  the  recordation 
notice  to  me? 


Our  system  will  attempt  to  send  the  recordation  notice  for  24 
hours.  If  the  system  is  unable  to  complete  the  transmission,  the 
notice  will  be  printed  and  returned  by  US  Postal  Service  first 
class  mail. 

Is  there  any  difference  between  the  fax  version  of  the 
recordation  notice  and  the  notices  now  being  returned  by 
mail? 


Everything  is  the  same  except  that  the  bar  code  label  on  all 
faxed  notices  will  start  with  the  number  "7". 


Will  the  assignment  document  I  faxed  to  the  PTO  be 
returned  with  the  recordation  notice? 

Recorded  documents  will  not  be  returned  with  the  "Notice  of 
Recordation."  Since  1995  all  recorded  documents  submitted 
by  customers  have  not  been  stamped  or  otherwise  identified  as 
recorded.  Our  automated  system  assigns  the  reel  and  frame 
numbers  and  superimposes  recordation  stampings  on  the 
electronic  images  we  process  and  store.  Once  a  document  has 
been  scanned  into  the  automated  system,  it  has  served  its 
purpose.  That's  one  of  the  reasons  the  PTO  has  preferred  to 
receive  copies  rather  than  original  documents. 

What  happens  if  it  is  determined  that  the  document  cannot 
be  recorded  as  transmitted? 


If  a  document  is  determined  not  to  be  recordable,  the  entire 
document,  with  its  associated  cover  sheet,  and  the  PTO 
"Notice  of  Non-Recordation."  will  be  transmitted  via  fax  back 
to  the  customer.  Once  corrections  are  made,  the  initial  submis- 
sion, as  amended,  may  then  be  resubmitted  by  fax.  Timely 
resubmission  will  provide  customers  with  the  benefit  of  the 
initial  receipt  date  as  the  PTO  recordation  date  in  accordance 
with  37  CFR  3.51. 

What  if  I  need  to  have  a  copy  of  a  recorded  document 
showing  the  stampings? 

Nothing  changes  here.  Copies  of  all  recorded  documents, 
either  certified  or  uncertified,  are  available  upon  payment  of 
the  appropriate  fee  from  the  Document  Services  Division, 
Office  of  Public  Records.  These  copies  will  have  the  reel  and 
frame  numbers  and  recordation  stampings,  which  were  elec- 
tronically superimposed  on  the  recorded  images. 

What  if  I  have  a  question  about  the  fax  service  or  need 
help? 

Assignment  Division  staff  are  available  to  assist  customers 
Monday  through  Friday  from  8:30  a.m.  to  5:00  p.m..  Eastern 
Time.  The  number  is  (703)  308-9723. 


January  5,  2000 


WESLEY  H.  GEWEHR 
Administrator  for  Information  Dissemination 
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(224)  Fastener  Insignia  Register 

To  Be  Posted  On  PTO  Web  Cite 

The  Patent  and  Trademark  Office  is  now  posting  a  copy  of 
the  Fastener  Insignia  Register  on  its  Web  cite  (http://www.usp- 
to.gov).  The  register  is  available  for  viewing  and  downloading, 
free  of  charge. 

The  Fastener  Quality  Act  (15  U.S.C.  §§5401,  et  seq.) 
requires  that  certain  fasteners  bear  an  identifying  insignia  for 
traceability  purposes,  and  requires  the  Secretary  of  Commerce 
to  provide  for  the  recordation  of  these  insignia.  The  imple- 
menting regulations  (15  C.F.R.  §§280.700,  et  seq.)  direct  the 
Commissioner  of  Patents  and  Trademarks  to  maintain  a  Fas- 
tener Insignia  Register.  The  deadline  for  comphance  with  the 
Act  has  been  extended  to  October  25,  1998. 

Parties  wishing  to  obtain  paper  copies  of  the  Register  should 
continue  to  send  the  written  request  and  $20.00  fee  to: 

Assistant  Commissioner  for  Trademarks 

Box:  Fastener 

2900  Crystal  Drive 

Arlington,  Virginia 

22202-3513 


July  24,  1998 


PHILIP  G.  HAMPTON,  II 

Assistant  Commissioner 
for  Trademarks 
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Fastener  Insignia  Register 


The  Patent  and  Trademark  Office  (PTO)  will  make  available 
to  the  public  a  preliminary  copy  of  the  fastener  insignia 
register  which  has  been  prepared  pursuant  to  the  Fastener 
QuaUty  Act  (Act),  15  U.S.C.  §  5401  et  seq.  The  PTO  is  the 
agency  within  the  Department  of  Commerce  which  has  respon- 
sibihty  for  recording  the  fastener  insignia  of  manufacturers  and 
private  label  distributors  as  required  by  section  8  of  the  Act. 
Although  full  implementation  of  the  Act  has  been  postponed 
until  May  26,  1998,  members  of  the  public  have  expressed 
interest  in  obtaining  information  concerning  the  applications 
for  recordal  of  fastener  insignia  which  the  PTO  has  received  to 
date.  Accordingly,  a  preliminary  copy  of  the  register  will  be 
made  available  for  inspection  and  copying  in  the  Trademark 
Search  Library  in  room  2B30,  South  Tower,  2900  Crystal 
Drive,  Arlington,  Virginia.  In  addition,  copies  of  the  register 
will  be  available  for  purchase.  For  more  information,  contact 
Lizbeth  Kulick  by  telephone  at  (703)  308-8900,  or  by  fax  at 
(703)  308-7220,  or  by  mail  marked  to  her  attention  and 
addressed  to  the  Assistant  Commissioner  for  Trademarks,  2900 
Crystal  Drive,  Arlington,  Virginia,  22202-3513. 


May  15,  1997 


ROBERT  M.  ANDERSON 

Deputy  Assistant  Commissioner 
For  Trademarks 
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(226)  Department  of  Commerce 

Patent  and  Trademark  OflBce 

37  CFR  Part  2 

[Docket  No.  960828232-6232-01] 

RIN  0651-AA90 

Recordal  Fees  Associated  with  the 
Fastener  Quality  Act 

Agency:  Patent  and  Trademark  Office,  Commerce. 

Action:  Notice  of  Proposed  Rulemaking. 

Summary:  The  Patent  and  Trademark  Office  (PTO)  is  propos- 
ing to  estabhsh  fees  associated  with  recordation  of  insignias  of 
manufacturers  and  private  label  distributors  to  ensure  the 
traceability  of  a  fastener  to  its  manufacturer  or  private  label 


distributor.  This  proposal  is  in  accordance  with  provisions  of 
the  Fastener  Quality  Act  (Public  Law  101-592,  as  amended  by 
Public  Law  104-113). 

Dates:  Written  comments  must  be  submitted  on  or  before 
October  17,  1996.  No  meeting  will  be  held. 

Addresses:  Address  written  comments  to  the  Commissioner  of 
Patents  and  Trademarks,  Washington,  D.C.  20231,  Attention: 
Lizbeth  KuUck,  Office  of  the  Assistant  Commissioner  for 
Trademarks,  2900  Crystal  Drive,  Arlington,  Va.  22202-3513  or 
by  fax  to  (703)  308-7220. 

For  Further  Information  Contact:  Lizbeth  Kuhck  by  telephone 
at  (703)  308-8900,  or  by  fax  at  (703)  308-7220,  or  by  mail 
marked  to  her  attention  and  addressed  to  the  Assistant  Com- 
missioner for  Trademarks,  2900  Crystal  Drive,  Arlington,  Va. 
22202-3513. 

Supplementary  Information 

The  Department  of  Commerce  issued  a  notice  of  proposed 
rulemaking  to  implement  the  Fastener  Quality  Act.  57  FR 
37032,  Aug.  17,  1992.  Under  that  notice,  the  task  of  recording 
fastener  insignia  was  assigned  to  the  PTO.  57  FR  37033-35, 
Aug.  17,  1992.  That  notice  provided  for  recovery  of  insignia 
costs  through  user  fees.  57  FR  37035-36,  Aug.  17,  1992.  The 
PTO  proposes  three  twenty-dollar  fees  to  recover  its  costs 
associated  with  the  insignia  recordation  program. 

Cost  Calculations 

The  cost  of  processing  an  apphcation  for  recordal  of  an 
insignia  is  as  follows: 


Compensation  and  Benefits 

Hardware  and  Software  Costs 

Subtotal 

General  and  Administrative  Overhead  @ 

Total  Costs 

Estimated  Workload 

Fee  Amount 

Rounded  Fee 


17% 


1,000 
4,500 
5,500 

950 
6,450 

300 
21.50 

$20 


Two  rules,  37  CFR  §§  2.53  and  2.189,  are  being  removed 
because  they  are  not  necessary.  Section  2.53  specifies  the 
manner  in  which  drawings  must  be  transmitted.  Section  2.189 
simply  states  the  Office's  poUcy  on  publishing  amendments  to 
the  rules.  The  policy  is  not  changing,  but  does  not  have  to  be 
stated  as  a  rule. 

Other  Considerations 

It  has  determined  that  this  rule  is  not  significant  for  the 
purposes  of  Executive  Order  12866.  The  information  collec- 
tions required  by  this  proposed  rule  are  pending  approval 
before  the  Office  of  Management  and  Budget  (OMB  number 
0651-0028).  The  affected  public  would  be  manufacturers  and 
private  label  distributors  of  certain  types  of  industrial  fasteners. 
The  estimated  average  number  of  responses  is  six  hundred. 
The  estimated  time  per  response  is  ten  minutes,  so  the 
estimated  total  annual  burden  is  one  hundred  hours.  The 
collected  information  is  needed  to  ensure  that  a  fastener  can  be 
traced  to  its  manufacturer  or  private  label  distributor. 

This  proposed  fee  does  not  require  notice  and  comment 
under  5  U.S.C.  553  or  any  other  statute,  so  no  analysis  or 
certification  is  required  under  5  U.S.C.  603(a). 

Lists  of  Subjects 

37  CFR  Part  2 

Administrative  practice  and  procedure.  Courts,  Lawyers, 
Trademarks. 

For  the  reasons  set  forth  in  the  preamble,  the  PTO  proposes  to 
amend  37  CFR  part  2  as  set  forth  below. 

Part  2  -  Rules  Applicable  to  Trademark  Cases 

1.  The  authority  citation  for  Part  2  continues  to  read  as  follows: 

Authority:  15  U.S.C.  1123;  35  U.S.C.  6,  unless  otherwise 
noted. 

2.  Part  2  is  amended  by  adding  Section  2.7  to  read  as  follows: 
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§  2.7  Fastener  Recordal  Fees 

(a)  Application  fee  for  recordal  of  insignia.  $20.00 

(b)  Renewal  of  insignia  recordal  $20.00 

(c)  Surcharge  for  late  renewal  of  insignia  recordal     $20.00 

3.  Section  2.53  is  removed. 

4.  Section  2.189  is  removed. 


September  10,  1996 


BRUCE  A.  LEHMAN 

Assistant  Secretary  of  Commerce  and 

Commissioner  of  Patents  and 

Trademarks 

[1191  TMOG49] 


^       '         Request  for  Information  to  Aid  in  the 

Implementation  of  the  Recordation  Requirements 
of  Section  8  of  the  Fastener  Quality  Act 

Agency:  Patent  and  Trademark  Office,  Commerce 

Action:  Notice;  Request  for  Information 

Summary:  The  Patent  and  Trademark  Office(PTO)  is  seeking 
information  concerning  alphanumeric  designations  currently  in 
use  by  manufacturers  or  distributors  of  industrial  fasteners. 
These  alphanumeric  designations  may  be  used  to  signify  the 
physical  characteristics,  strength,  chemical  content,  size  or 
other  information  about  the  fastener  upon  which  they  appear  or 
they  may  be  used  as  common  law  trademarks  to  identify  and 
distinguish  the  manufacturer  or  distributor  of  such  fasteners. 
The  PTO  needs  information  concerning  these  alphanumeric 
designations  in  order  to  administer  the  proposed  fastener 
recordal  system  pubhshed  on  Aug.  17,  1992,  at  57  F.R.  37060, 
37061  to  implement  the  requirements  of  Section  8  of  the 
Fastener  Quality  Act,  Public  Law  101-592.  Therefore,  the  PTO 
is  requesting  from  fastener  industry  associations,  standards 
bodies,  or  individual  manufacturers  or  distributors,  any  general 
or  specific  information  available  concerning  alphanumeric 
designations  currently  in  use  within  the  industry,  whether  as 
unregistered  trademarks,  as  marks  required  by  a  standard,  or 
for  any  other  purpose. 

Date:  Comments  should  be  submitted  on  or  before  Sept.  27, 
1993.  Comments  received  after  this  date  will  be  considered  if 
possible. 

Addresses:  All  comments  concerning  alphanumeric  designa- 
tions should  be  addressed  to  Lynne  G.  Beresford,  Trademark 
Legal  Administrator,  Commissioner  of  Patents  and  Trade- 
marks, Washington,  D.C.  20231,  telephone  number  (703) 
305-9464. 

For  Further  Information  Contact:  Lynne  G.  Beresford,  Trade- 
mark Legal  Administrator,  (703)  305-9464. 

Supplementary  Information:  In  1990,  Congress  enacted  the 
Fastener  Quality  Act,  Public  Law  101-592  (the  Act)  to  protect 
public  safety,  deter  introduction  of  non-conforming  fasteners 
into  commerce,  improve  the  tracing  of  fasteners  used  in  critical 
applications,  and  provide  customers  with  greater  assurance  that 
fasteners  meet  stated  specifications.  The  Act  requires  that 
certain  fasteners  sold  in  commerce  conform  to  the  specifica- 
tions to  which  they  are  represented  to  be  manufactured; 
provides  for  accreditation  of  laboratories  engaged  in  fastener 
testing;  and  requires  the  inspection,  testing  and  certification  (in 
accordance  with  standardized  methods)  of  fasteners  covered 
by  the  Act. 

Section  8  of  the  Act  prohibits  offering  fasteners  for  sale  that 
are  required  by  an  applicable  standard  or  specification  to  bear 
a  raised  or  depressed  insignia  identifying  the  manufacturer  or 
private  label  distributor  unless  such  manufacturer  or  distributor 
has  complied  with  the  requirements  of  a  program  of  the 
Secretary  of  Commerce  for  the  recordation  of  such  insignia  in 
order  to  ensure  that  the  fasteners  can  be  traced  to  the 
manufacturer  or  distributor. 


The  program  for  recordation  of  fastener  insignias,  estab- 
lished by  the  Secretary  of  Commerce  and  administered  by  the 
Patent  and  Trademark  Office,  will  allow  the  owner  of  a  mark, 
which  is  the  subject  of  a  duly  filed  trademark  application  or 
registration,  to  apply  for  recordal  of  that  mark  as  its  fastener 
insignia.  However,  if  the  manufacturer  or  private  label  dis- 
tributor does  not  wish  to  use  a  trademark  as  its  fastener 
insignia,  it  will  be  permitted  to  apply  for  a  unique  alphanu- 
meric designation  for  that  purpose. 

The  PTO  wants  to  ensure  that  it  does  not  inadvertently  issue 
an  alphanumeric  designation  that  is  either  already  in  use  by  a 
manufacturer  or  distributor  as  its  identifying  insignia,  or  a 
designation  already  in  use  by  the  industry  to  signify  the 
physical  characteristics,  strength,  chemical  content,  size  or 
other  information  about  the  fastener.  For  that  reason,  the  PTO 
is  requesting  from  fastener  industry  associations,  standards 
bodies,  or  individual  manufacturers  or  distributors,  any  general 
or  specific  information  available  concerning  alphanumeric 
designations  currently  in  use  within  the  industry,  whether  as 
unregistered  trademarks,  as  marks  required  by  a  standard,  or 
for  any  other  purpose.  The  PTO  does  not  need  information 
concerning  specific  registered  alphanumeric  trademarks,  as 
that  information  is  readily  available  from  the  PTO's  database. 


(Authority:  15  USC  5407) 
July  15,  1993 


MICHAEL  K.  KIRK 

Acting  Assistant  Secretary 

and  Acting  Commissioner 

of  Patents  and  Trademarks 
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J.  Renewal  of  Registered  Extension  of  Protection  to  the 

United  States 34 

K.  Affidavits  of  Use  or  Excusable  Nonuse 34 

L.  Incontestability 35 

M.  Replacement 35 

N.  Amendment  of  Registered  Extension  of  Protection 
to  the  United  States 35 

V.  RENEWAL  OF  INTERNATIONAL  REGISTRATIONS.  36 

VI.  COMMUNICATIONS  WITH  INTERNATIONAL 

BUREAU  REGARDING  INTERNATIONAL 
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This  sets  forth  the  procedures  for  implementation  of  the 
Madrid  Protocol  Implementation  Act  of  2002,  Pub.  L.  107- 
273,  116  Stat.  1758,  1913-1921  ("MPIA").  The  MPIA  is 
effective  November  2,  2003.  The  MPIA  provides  that:  (1)  the 
owner  of  a  U.S.  application  or  registration  may  seek  protection 
of  its  mark  in  any  of  the  countries  party  to  the  Protocol 
Relating  to  the  Madrid  Agreement  Concerning  the  Interna- 
tional Registration  of  Marks  ("Madrid  Protocol")  by  submit- 
ting a  single  international  application  to  the  International 
Bureau  of  the  World  Intellectual  Property  Organization  ("IB") 


through  the  United  States  Patent  and  Trademark  Office 
("USPTO");  and  (2)  the  owner  of  an  application  or  registration 
in  a  country  party  to  the  Madrid  Protocol  may  obtain  an 
international  registration  from  the  IB  and  request  an  extension 
of  protection  of  the  international  registration  to  the  United 
States. 

The  MPIA  is  posted  on  the  USPTO  website  at  http://www.usp- 
to.gov/web/trademarks/PL107  273.htm#D.  A  Final  Rule,  pub- 
lished in  the  Federal  Register  on  September  26,  2003,  at  68  FR 
55748,  is  posted  at  http://www.uspto.gov/web/offices/com/sol/ 
notices/68fr55748.pdf. 

The  Madrid  Protocol,  Common  Regulations  Under  the  Madrid 
Agreement  Concerning  the  International  Registration  of  Marks 
and  the  Protocol  Relating  to  That  Agreement  (April  2002) 
("Common  Regs."),  and  Guide  to  International  Registration 
(2002)  are  currently  available  on  the  IB's  website  at  http:// 
WW w. wipo .int/madrid/en/.  The  Common  Regs,  are  the  proce- 
dures agreed  to  by  the  parties  to  the  Madrid  Protocol  regarding 
the  administration  of  the  Madrid  Protocol,  pursuant  to  Article 
10(2)(iii). 

Website  addresses  cited  in  this  guide  were  available  as  of 
October  27,  2003. 

L  OVERVIEW  OF  THE  MADRID  SYSTEM 

The  Madrid  system  of  international  registration  is  governed  by 
two  treaties:  the  Madrid  Agreement  Concerning  the  Interna- 
tional Registration  of  Marks,  which  dates  from  1891,  and  the 
Protocol  Relating  to  the  Madrid  Agreement,  which  became 
effective  December  1,  1995.  The  United  States  is  party  only  to 
the  Protocol,  not  to  the  Agreement. 

The  Madrid  system  is  administered  by  the  IB.  To  apply  for  an 
international  registration  under  the  Protocol,  an  applicant  must 
be  a  national  of,  be  domiciled  in,  or  have  a  real  and  effective 
business  or  commercial  estabhshment  in  one  of  the  countries 
or  intergovernmental  organizations  that  are  members  of  the 
Protocol  ("Contracting  Parties").  The  application  must  be 
based  on  a  trademark  application  filed  in  or  registration  issued 
by  the  trademark  office  of  one  of  the  Contracting  Parties 
("basic  application"  or  "basic  registration").  The  international 
application  must  be  for  the  same  mark  and  include  a  list  of 
goods/services  that  is  identical  to  or  narrower  than  the  list  of 
goods/services  in  the  basic  apphcation  or  registration.  The 
international  application  must  designate  one  or  more  Contract- 
ing Parties  in  which  an  extension  of  protection  of  the  interna- 
tional registration  is  sought. 

The  applicant  must  submit  the  international  application 
through  the  trademark  office  of  the  Contracting  Party  in  which 
the  basic  application  or  registration  is  held  ("Office  of  Ori- 
gin"). The  Office  of  Origin  must  certify  that  the  information  in 
the  international  application  corresponds  with  the  information 
in  the  basic  application  or  registration.  If  the  IB  does  not 
receive  the  international  apphcation  within  2  months  of  the 
date  it  was  received  by  the  Office  of  Origin,  the  date  of  the 
international  registration  will  be  the  date  the  international 
application  was  received  by  the  IB. 

The  international  registration  is  dependent  on  the  basic  apph- 
cation or  registration  for  five  years.  If  the  basic  application  or 
registration  is  abandoned,  cancelled  or  expired,  in  whole  or  in 
part,  during  this  five-year  period,  the  IB  will  cancel  the 
international  registration.  See  section  II.I  below  for  further 
information. 

The  holder  of  an  international  registration  may  request  protec- 
tion in  additional  Contracting  Parties  by  submitting  a  subse- 
quent designation.  A  subsequent  designation  is  a  request  by  the 
holder  of  an  international  registration  for  an  extension  of 
protection  of  the  registration  to  additional  Contracting  Parties. 

Each  Contracting  Party  designated  in  an  international  apphca- 
tion or  in  a  subsequent  designation  will  examine  the  request  for 
extension  of  protection  as  a  national  application  under  its  laws. 
Under  Article  5  of  the  Protocol  and  Common  Regs.  16  and  17, 
there  are  strict  time  limits  (a  maximum  of  18  months)  for  the 
trademark  office  of  a  Contracting  Party  to  enter  a  refusal  of  an 
extension  of  protection.  If  the  Contracting  Party  does  not 
notify  the  IB  of  a  refusal  within  this  time  period,  the  mark  is 
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automatically  protected.  However,  the  extension  of  protection 
may  be  invalidated  in  accordance  with  the  same  procedures  for 
invalidating  a  national  registration,  e.g.,  by  cancellation. 

The  Madrid  Protocol  may  apply  to  the  USPTO  in  three  ways: 

•  Office  of  Origin.  The  USPTO  is  the  Office  of  Origin  if  an 
international  application  or  registration  is  based  on  an  appli- 
cation pending  in  or  a  registration  issued  by  the  USPTO.  See 
Section  II  below. 

•  Office  of  a  Designated  Contracting  Party.  The  USPTO  is 
the  Office  of  a  Designated  Contracting  Party  if  the  holder  of  an 
international  registration  requests  an  extension  of  protection  of 
that  registration  to  the  United  States.  See  Section  IV  below. 

•  Office  of  the  Contracting  Party  of  the  Holder.  If  the  holder 
of  an  international  registration  is  a  national  of,  is  domiciled  in, 
or  has  a  real  and  effective  industrial  or  commercial  establish- 
ment in  the  United  States,  the  holder  can  file  certain  requests 
with  the  IB  through  the  USPTO,  such  as  requests  to  record 
changes  of  ownership  (see  section  VI. A.  1  below)  and  restric- 
tions on  the  holder's  right  to  dispose  of  an  international 
registration  (see  section  VI.A.2  below).  The  expression  "Con- 
tracting Party  of  the  Holder"  includes  the  "Office  of  Origin." 
Common  Reg.  ^xxvi*"^). 

II.  INTERNATIONAL  APPLICATION  ORIGINATING 
FROM  THE  UNITED  STATES 

This  section  covers  international  applications  and  registrations 
originating  from  the  United  States,  i.e.,  international  registra- 
tions based  on  an  application  pending  in  the  USPTO  or  a 
registration  issued  by  the  USPTO.  See  Section  IV  below  for 
information  about  requests  for  extension  of  protection  to  the 
United  States  by  the  holder  of  an  international  registration 
originating  from  another  country.  International  applications 
originating  from  the  United  States  will  be  processed  by  the 
USPTO' s  new  Madrid  Processing  Unit  ("MPU"). 

A.  Who  Can  File 

Under  Section  61  of  the  Trademark  Act  and  Article  2(1)  of  the 
Protocol,  a  qualified  owner  of  an  application  pending  in  the 
USPTO  or  a  qualified  owner  of  a  registration  granted  by  the 
USPTO  may  file  an  application  for  international  registration 
through  the  USPTO.  To  qualify,  the  international  applicant 
must: 

(1)  Be  a  national  of  the  United  States; 

(2)  Be  domiciled  in  the  United  States;  or 

(3)  Have  a  real  and  effective  industrial  or  commercial 
establishment  in  the  United  States. 

If  joint  applicants  file,  each  applicant  must  meet  these  require- 
ments. Common  Reg.  8(2). 

B.  Minimum  Requirements  for  Date  of  Receipt  of  Interna- 
tional Application  in  USPTO 

The  minimum  requirements  for  a  date  of  receipt  of  an 
international  apphcation  in  the  USPTO  are  set  forth  in  37 
C.F.R.  §7.11. 

1.  International  Application  Must  be  Filed  Through 
TEAS 

An  international  application  must  be  filed  through  the  Trade- 
mark Electronic  Application  System  ("TEAS").  37  C.F.R. 
§7.11(a). 

TEAS  will  require  the  apphcant  to  select  between  two  different 
forms,  a  prepopulated  form  or  a  free-text  form.  The  applicant 
can  use  the  prepopulated  form  if:  (1)  the  international  appli- 
cation is  based  on  a  single  basic  application  or  registration;  (2) 
the  data  from  the  basic  application  or  registration  has  been 
entered  into  the  Trademark  Applications  and  Registrations 
Retrieval  ("TARR")  database;  and  (3)  apphcant' s  changes  to 
the  international  application  are  limited  to: 

•  Narrowing  the  Hst  of  goods  or  services; 

•  Changing  the  classification;  and/or 

•  Changing  the  applicant's  address. 


For  all  other  international  applications,  the  applicant  must  fill 
in  all  the  fields  in  the  free-text  form. 

If  the  international  application  is  based  on  a  newly  filed 
application,  the  applicant  can  check  TARR  at  http://tarr.usp- 
to.gov/  to  determine  whether  the  basic  application  data  has 
been  entered.  If  it  has  not  yet  been  entered,  the  applicant  must 
use  the  free-text  form. 

The  prepopulated  form  will  automatically  display  the  exact 
information  that  is  in  the  USPTO  database  for  one  specific  U.S. 
serial  number  or  registration  number.  If  the  applicant  does  not 
make  any  changes  to  this  data,  the  international  application 
will  be  certified  and  forwarded  directly  to  the  IB  without  MPU 
review  of  the  data. 

Certain  data  fields  on  the  prepopulated  form  can  be  changed 
{e.g.,  narrowing  the  scope  of  the  identification  of  goods  and/or 
recitation  of  services  in  the  U.S.  application  or  registration); 
however,  if  the  apphcant  changes  any  data  on  the  prepopulated 
form,  an  MPU  paralegal  must  review  the  international  appli- 
cation before  it  can  be  certified  and  sent  to  the  IB. 

If  the  apphcant  uses  the  free-text  form,  an  MPU  paralegal  must 
review  the  application  before  it  can  be  certified. 

2.  Basic  Application  or  Registration  Number 

The  international  application  must  include  the  filing  date  and 
serial  number  of  the  basic  application,  or  the  registration  date 
and  registration  number  of  the  basic  registration.  37  C.F.R. 
§7.11(a)(l). 

3.  Name  and  Address  of  Applicant 

An  international  application  must  include  the  name  and  current 
address  of  the  applicant.  The  name  of  the  applicant  must  be 
identical  to  the  name  of  the  appUcant/registrant  in  the  basic 
application  or  registration.  37  C.F.R.  §7. 11(a)(2).  If  the  inter- 
national applicant  is  not  the  record  owner  of  the  basic 
application  or  registration,  the  applicant  must  record  the 
assignment  (or  other  document  transferring  title)  with  the 
Assigimient  Services  Division  of  the  USPTO  prior  to  fifing  the 
international  application. 

On  the  prepopulated  form,  the  applicant's  name  caimot  be 
changed,  so  the  international  applicant's  name  will  always  be 
identical  to  the  name  of  the  owner  of  the  basic  application  or 
registration. 

When  the  applicant  submits  a  free-text  form,  an  MPU  parale- 
gal will  check  the  TRAM  (Trademark  Reporting  and  Monitor- 
ing) System  to  verify  that  the  name  of  the  owner  of  the  basic 
application  or  registration  is  identical  to  the  name  of  the 
international  applicant.  If  the  names  are  identical  and  all  other 
requirements  have  been  met,  the  MPU  paralegal  will  certify 
and  forward  the  international  application  to  the  IB. 

If  the  names  are  not  identical,  the  MPU  Paralegal  will  check 
the  Assignment  Database  to  determine  whether  an  assignment 
or  other  document  affecting  title  that  is  not  reflected  in  TRAM 
has  been  recorded  in  the  Assignment  Services  Division.  If 
Assignment  records  do  not  show  a  clear  chain  of  title  to  the 
international  applicant,  the  USPTO  will  notify  the  applicant 
that  the  application  cannot  be  certified.  If  Assignment  records 
do  show  a  clear  chain  of  title,  the  MPU  Paralegal  will  update 
the  ownership  field  in  TRAM. 

Because  a  delay  in  certifying  and  forwarding  an  international 
application  to  the  IB  may  affect  the  date  of  the  international 
registration,  any  request  to  record  a  change  in  ownership  of  a 
U.S.  basic  application  or  registration  should  be  filed  well  in 
advance  of  the  filing  of  the  international  application  to  allow 
sufficient  processing  time.  The  USPTO  strongly  recommends 
use  of  the  Electronic  Trademark  Assignment  System  (ETAS), 
at  http://etas.uspto.gov.  Assignments  filed  electronically  are 
recorded  much  more  quickly  than  assignments  filed  by  mail.  If 
there  is  an  unrecorded  change  in  ownership,  and  the  interna- 
tional applicant  does  not  use  ETAS  to  record  the  change,  it  is 
unlikely  that  the  USPTO  will  be  able  to  certify  or  forward  the 
international  application  to  the  IB  within  two  months  after  the 
application  was  received  in  the  USPTO.  In  this  situation,  the 
date  of  the  international  registration  will  be  the  date  of  receipt 
of  the  application  in  the  IB. 
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Recording  a  document  with  the  Assignment  Services  Division 
may  not  change  the  record  of  ownership  in  TRAM  and  TARR, 
the  databases  maintained  by  the  Trademark  Operation.  For 
certain  documents  recorded  on  or  after  November  2,  2003,  the 
USPTO  will  automatically  update  TRAM  and  TARR,  even  if 
the  new  owner  does  not  file  a  request  to  change  the  ownership 
information  in  the  trademark  databases.  See  Exam  Guide  No. 
1-03,  section  V.  For  documents  recorded  before  November  2, 
2003,  and  documents  recorded  on  or  after  November  2,  2003, 
that  do  not  meet  the  criteria  set  forth  in  Exam  Guide  No.  1-03, 
the  new  owner  must  notify  the  Trademark  Operation  in  writing 
that  ownership  has  changed,  and  request  that  the  ownership 
field  in  the  trademark  databases  be  updated.  37  C.F.R.  §3.85. 

If  an  owner  of  a  U.S.  basic  application  or  registration  has  filed 
a  request  to  record  a  change  of  ownership,  the  owner  should 
check  the  TARR  database  at  http ://tarr. uspto. go v/.  to  determine 
whether  the  ownership  information  in  the  Trademark  databases 
has  been  updated  before  submitting  an  international  applica- 
tion. TARR  contains  the  same  information  as  TRAM.  If  a 
change  of  ownership  that  has  been  recorded  with  the  Assign- 
ment Services  Division  is  not  reflected  in  TRAM  and  TARR, 
the  new  owner  should  file  a  written  request  that  the  Trademark 
Operation  update  its  databases  with  the  new  owner  informa- 
tion. 

4.  Reproduction  (Drawing)  of  Marie 

An  international  application  must  include  a  reproduction  of  the 
mark  that  (1)  is  the  same  as  the  mark  in  the  basic  application 
or  registration;  and  (2)  meets  the  requirements  of  37  C.F.R. 
§2.52.  37  C.F.R.  §7. 11(a)(3).  If  the  applicant  uses  the  prepopu- 
lated  form,  TEAS  will  prepopulate  the  international  applica- 
tion with  the  reproduction  from  the  basic  application  or 
registration,  or  create  a  reproduction  of  the  word  mark. 

Standard  Character  Reproductions.  If  an  applicant  wants  to 
claim  standard  characters,  the  applicant  should  check  the 
appropriate  box  in  TEAS.  In  the  free-text  form,  applicant  must 
type  the  mark  in  the  appropriate  field  or  attach  a  digitized 
image  of  the  mark  that  meets  the  requirements  of  37  C.F.R. 
§2.53(c).  37  C.FR.  §2.53(a).  The  USPTO' s  standard  character 
chart  will  be  posted  on  the  USPTO  website  and  linked  to 
TEAS  forms. 

Special  Form  Reproductions.  If  the  mark  is  in  special  form,  the 
reproduction  must  be  a  digitized  image  of  the  mark  that  is  in 
.jpg  format  and  scanned  at  no  less  than  300  dots  per  inch  and 
no  more  than  350  dots  per  inch,  with  a  length  of  no  less  than 
250  pixels  and  no  more  than  944  pixels,  and  a  width  of  no  less 
than  250  pixels  and  no  more  than  944  pixels.  All  lines  must  be 
clean,  sharp  and  solid,  not  fine  or  crowded,  and  produce  a  high 
quality  image  when  copied.  37  C.F.R.  §§2. 52(c)  and  2.53(c). 
TEAS  will  generate  a  digitized  image  using  the  reproduction  in 
the  basic  application  or  registration.  If  the  quality  of  the  image 
generated  by  TEAS  is  poor,  the  applicant  may  attach  a  higher 
quality  digitized  image. 

Use  of  Color.  If  the  mark  in  the  basic  application  or  registration 
is  depicted  in  black  and  white  and  does  not  include  a  color 
claim,  the  reproduction  of  the  mark  in  the  international 
application  must  be  black  and  white.  If  the  mark  in  the  basic 
application  or  registration  is  in  color,  the  reproduction  of  the 
mark  in  the  international  application  must  be  in  color.  If  the 
mark  in  the  basic  application  or  registration  is  depicted  in 
black  and  white  and  includes  a  color  claim,  the  international 
application  must  include  both  a  black  and  white  reproduction 
of  the  mark  and  a  color  reproduction  of  the  mark.  37  C.F.R. 
§7.11(a)(3). 

The  USPTO  will  begin  accepting  color  reproductions  on 
November  2,  2003.  For  applications  filed  on  or  after  this  date, 
the  USPTO  will  no  longer  accept  black  and  white  reproduc- 
tions with  a  color  claim,  or  reproductions  that  show  color  by 
the  use  of  lining.  37  C.RR.  §2.52(b)(l).  See  Exam  Guide  No. 
1-03,  section  I.B.I. 

As  noted  above,  if  the  mark  is  depicted  in  black  and  white  in 
the  basic  application  or  registration  and  includes  a  color  claim, 
the  international  application  must  include  both  a  black  and 
white  reproduction  of  the  mark  and  a  color  reproduction  of  the 
mark  that  meet  the  requirements  of  Trademark  Rule  2.52.  37 
C.F.R.  §7. 11(a)(3);  Common  Reg.  9(4)(a)(vii).  For  example,  if 
the  basic  application  or  registration  included  a  color  claim  and 


depicted  the  color  on  the  reproduction  by  the  use  of  color 
lining  or  by  a  statement  describing  the  color,  the  applicant  must 
include  both  a  color  reproduction  of  the  mark  and  a  black  and 
white  reproduction  of  the  mark.  If  the  applicant  uses  the 
prepopulated  TEAS  form,  TEAS  will  prepopulate  the  interna- 
tional application  with  a  black  and  white  reproduction  that  is 
identical  to  the  mark  in  the  basic  application  or  registration, 
and  the  applicant  must  attach  a  color  reproduction  that  meets 
the  requirements  of  Trademark  Rules  2.52  and  2.53  for 
reproductions  filed  through  TEAS.  37  C.F.R.  §§2.52(c)  and 
7.11(a)(3). 

5.  Color  Claim 

If  color  is  claimed  as  a  feature  of  the  mark  in  the  basic 
appUcation  and/or  registration,  the  international  application 
must  include  a  statement  that  color  is  claimed  as  a  feature  of 
the  mark  and  set  forth  the  same  name(s)  of  the  color(s)  claimed 
in  the  basic  application  and/or  registration.  37  C.F.R.  §7. 12(a). 

If  the  basic  application  or  registration  includes  a  description  of 
the  mark  indicating  that  color  is  used  on  the  mark,  or  a 
reproduction  that  is  fined  for  color,  the  USPTO  will  presume 
that  color  is  a  feature  of  the  mark,  unless  the  basic  application 
or  registration  includes  a  statement  that  "no  claim  is  made  to 
color"  or  "color  is  not  a  feature  of  the  mark."  TMEP 
§807.09(d).  For  applications  filed  on  or  after  November  2, 
2003,  if  the  drawing  shows  color,  the  applicant  must  include  a 
claim  that  color  is  a  feature  of  the  mark.  37  C.F.R.  §2.52(b)(l). 

If  color  is  not  claimed  as  a  feature  of  the  mark  in  the  basic 
apphcation  and/or  registration,  the  applicant  may  not  claim 
color  as  a  feature  of  the  mark  in  the  international  application. 
37  C.F.R.  §7. 12(b). 

6.  Identification  of  Goods/Services 

An  international  application  must  include  a  list  of  goods/ 
services  that  is  identical  to  or  narrower  than  the  goods/services 
in  the  basic  application  or  registration.  37  C.F.R.  §7.1 1(a)(7). 

The  prepopulated  form  will  include  the  list  of  goods/services 
in  the  basic  application  or  registration.  The  applicant  may  edit 
the  list  of  goods/services  by  either  deleting  particular  goods/ 
services  or  revising  the  wording  of  the  identification.  In  the 
free-text  form,  the  applicant  must  enter  the  goods/services 
manually,  and  may  omit  goods  or  services,  or  revise  the 
wording  of  the  identification. 

7.  Classification  in  International  Applications 

The  goods/services  must  be  classified  according  to  the  Nice 
Agreement  Concerning  the  International  Classification  of 
Goods  and  Services  for  the  Purposes  of  the  Registration  of 
Marks  ("Nice  Agreement").  37  C.F.R.  §7. 11(a)(7).  Failure  to 
properly  classify  goods  or  services  in  an  international  applica- 
tion according  to  the  international  classification  system  will 
result  in  an  IB  notice  of  irregularity.  Because  the  final  decision 
on  the  classification  of  the  goods/services  in  an  international 
application  rests  with  the  IB,  the  USPTO  will  not  reclassify  or 
give  advice  as  to  the  reclassification  of  goods/services.  The  IB 
provides  guidance  on  its  website  at  http://www.wipo.int/clas- 
sifications/en/. 

If  the  goods  or  services  in  the  basic  application  or  registration 
are  classified  in  Classes  A,  B  or  200  (which  are  not  part  of  the 
international  classification  system)  or  are  classified  in  other 
classes  under  the  old  U.S.  classification  system,  it  is  advisable 
to  reclassify  the  goods/services  into  international  classes  in  the 
international  application.  Amendment  of  the  corresponding 
basic  U.S.  application  or  registration  is  not  permitted  in  this 
situation.  In  addition,  if  the  identification  of  goods  in  the  basic 
application  or  registration  comprises  kits  or  gift  baskets,  it  is 
advisable  for  the  international  applicant  to  either  narrow  the 
identification  in  order  to  classify  the  goods  in  a  single 
International  Class,  or  pay  additional  fees  for  additional 
International  Classes. 

The  MPU  does  not  certify  classification  of  the  goods/services 
in  the  international  application.  Therefore,  the  owner  of  the 
United  States  application  or  registration  does  not  have  to 
classify  the  goods/services  in  the  international  application  in 
the  same  class(es)  in  which  they  are  classified  in  the  United 
States  basic  application  or  registration.  Both  the  prepopulated 
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form  and  the  free-text  form  will  allow  an  applicant  to  change 
the  classification  of  goods/services  in  an  international  apphca- 
tion. 

In  the  situations  discussed  below,  it  is  advisable  for  the 
international  applicant  to  reclassify  the  goods  in  the  interna- 
tional application,  in  order  to  avoid  a  notice  of  inegularity 
from  the  IB. 

U.S.  Classes  A,  B  &  200 

Classes  A,  B  &  200  are  classes  from  the  old  U.S.  classification 
system  that  are  still  used  in  the  United  States  to  classify 
certification  marks  for  goods  (Class  A),  certification  marks  for 
services  (Class  B)  and  collective  membership  marks  (Class 
200).  These  classes  are  not  included  in  the  International 
Classes  under  the  Nice  Agreement.  Therefore,  an  international 
application  based  on  a  U.S.  application  or  registration  in  U.S. 
Classes  A,  B  or  200  should  be  reclassified.  If  the  applicant  does 
not  reclassify  its  goods  or  services  into  the  proper  International 
Class,  the  IB  will  issue  a  notice  of  irregularity. 

U.S.  Classes  A  &  B 

It  has  been  the  longstanding  practice  in  the  United  States  to 
accept  identifications  of  goods  or  services  for  these  classes  that 
are  broader  than  those  that  would  be  accepted  in  applications 
for  goods/services  in  other  classes.  TMEP  §  1306.06(f).  In 
many  situations,  it  will  be  difficult  to  reclassify  these  broad 
identifications  into  appropriate  International  Classes.  For  ex- 
ample, a  goods  certification  mark  in  U.S.  Class  A  for  "remanu- 
factured,  refurbished  and  reconditioned  electrical  equipment" 
could  include  goods  in  International  Classes  7,  9  and/or  11,  and 
possibly  others.  In  a  situation  like  this,  the  U.S.  applicant 
should  specify  the  type  of  electrical  equipment  that  is  being 
certified,  and  either  apply  in  and  pay  the  fees  for  all  appropriate 
classes,  or  limit  the  specification  of  "electric  equipment"  to 
cover  goods  in  one  class  only. 

In  some  certification  mark  applications/registrations,  the 
goods/services  will  be  easily  classified  in  one  class  of  the 
International  Classification  system.  For  example,  a  services 
certification  mark  for  "testing  laboratory  and  calibration  labo- 
ratory accreditation  services"  would  be  classified  in  Interna- 
tional Class  42.  However,  it  is  important  to  be  aware  that 
multiple  classes  may  be  required  when  reclassifying  goods/ 
services  in  U.S.  Classes  A  and  B. 

U.S.  Class  200 

Class  200  presents  a  similar  problem  and  a  similar  solution.  A 
broad  identification  of  the  subject  organization  in  a  collective 
membership  mark  appUcation  or  registration  is  difficult  to 
reclassify.  For  example,  the  wording  "indicating  membership 
in  a  conservative  youth  organization"  is  too  broad  and  vague 
for  classification  in  an  International  Class.  On  the  other  hand, 
"indicating  membership  in  an  organization  of  consulting  com- 
munications engineers"  is  easily  classified  in  International 
Class  42.  As  with  the  certification  marks,an  applicant  may 
have  to  clarify,  specify,  or  narrow  the  description  of  the 
organization  in  the  international  apphcation  in  order  to  classify 
the  organization  in  an  International  Class. 

Kits,  Gift  Baskets 

The  USPTO  policy  regarding  the  identification  and  classifica- 
tion of  kits  and  gift  baskets  differs  from  the  policy  of  the  IB 
regarding  the  classification  of  these  goods. 

The  USPTO  permits  registration  of  a  kit  or  gift  basket  in  a 
single  International  Class,  even  if  the  identification  of  goods 
lists  items  that  are  classified  in  other  classes.  The  IB  and  most 
foreign  countries  will  not  accept  an  identification  of  goods  in 
a  particular  class  that  includes  a  reference  to  goods  that  are 
classified  in  other  classes.  If  an  international  application 
includes  kits  and  gift  baskets,  and  the  identification  of  goods 
refers  to  items  classified  in  more  than  one  class,  the  IB  is  likely 
to  issue  a  notice  of  irregularity  requiring  the  applicant  to 
separate  out  the  goods  into  appropriate  classes  and  pay  any 
additional  fees  for  added  classes.  To  avoid  a  notice  of 
irregularity,  an  international  applicant  may  wish  to  either 
narrow  the  identification  to  refer  only  to  items  in  a  single 
International  Class,  or  submit  additional  fees  for  multiple 
International  Classes. 


8.  List  of  Contracting  Parties 

An  international  application  must  list  at  least  one  Contracting 
Party  {i.e.,  country  or  intergovenmiental  organization  party  to 
the  Madrid  Protocol)  in  which  the  applicant  seeks  an  extension 
of  protection  of  the  international  registration.  37  C.F.R. 
§7. 11(a)(8).  If  the  goods/services  in  the  international  applica- 
tion are  not  the  same  for  all  designated  Contracting  Parties,  the 
application  must  include  a  list  of  the  goods/services  in  the 
international  application  that  pertain  to  each  designated  Con- 
tracting Party. 

9.  Fees 

The  international  application  must  include  the  USPTO  certifi- 
cation fee,  and  the  international  fees  for  all  classes  and  all 
desijgnated  Contracting  Parties.  37  C.F.R.  §7. 1 1(a)(9).  See 
section  III  below  regarding  fees. 

10.  Statement  of  Entitlement 

An  international  application  must  include  a  statement  that  the 
applicant  is  entitled  to  file  an  international  application,  speci- 
fying that  the  applicant:  (i)  is  a  national  of  the  United  States; 
(ii)  has  a  domicile  in  the  United  States;  or  (iii)  has  a  real  and 
effective  industrial  or  commercial  establishment  in  the  United 
States.  Where  an  applicant's  address  is  not  in  the  United  States, 
the  applicant  must  provide  the  address  of  the  U.S.  domicile  or 
establishment.  Section  61  of  the  Trademark  Act,  15  U.S.C. 
§1141a,  37C.FR.  §7.11(a)(10). 

For  joint  applicants,  the  application  must  include  a  statement 
of  entitlement  for  each  applicant. 

11.  Description  of  Mark 

If  the  basic  application  or  registration  included  a  description  of 
the  mark,  the  international  application  must  include  the  same 
description.  37  C.FR.  §7.1 1(a)(5). 

12.  Indication  of  Type  of  Mark 

The  international  application  must  include  an  indication  of  the 
type  of  mark,  if  the  mark  in  the  basic  application  or  registration 
is  a  three-dimensional  mark,  a  sound  mark,  a  collective  mark, 
or  a  certification  mark.  37  C.F.R.  §7.1 1(a)(6). 

13.  E-Mail  Address 

The  international  application  must  include  an  e-mail  address 
for  receipt  of  correspondence  from  the  USPTO.  37  C.F.R. 
§7.11(a)(ll). 

C.  Certification  of  International  Application  in  USPTO 

Under  Section  62  of  the  Trademark  Act,  15  U.S.C.  §  1141b,  if 
the  information  contained  in  the  international  appUcation 
corresponds  to  the  information  in  the  basic  application  or  basic 
registration,  the  USPTO  will  certify  the  international  appUca- 
tion and  forward  it  to  the  IB. 

Under  Article  3(1)  of  the  Protocol  and  Common  Reg.  9(5)(d), 
the  USPTO  must  sign  the  international  application  and  certify: 

•  The  date  on  which  the  USPTO  received  the  international 
application; 

•  That  the  mark  in  the  international  application  is  the  same 
as  the  mark  in  the  basic  application  or  registration; 

•  That  the  appUcant  is  the  same  person  or  entity  listed  as  the 
owner  of  the  basic  appUcation  or  registration; 

•  That  the  goods/services  identified  in  the  international 
application  are  covered  by  the  basic  application  or  registration; 

•  That  the  applicant  is  qualified  to  file  an  international 
application  under  Section  61  of  the  Trademark  Act  and  Article 
2(1); 

•  That,  if  the  international  appUcation  includes  a  description 
of  the  mark,  the  description  is  consistent  with  the  basic 
application  or  registration  (Common  Regs.  9(4)(a)(xi)  and 
9(5)(d)(in)); 

•  That,  if  the  international  application  indicates  that  the  mark 
is  a  color  or  combination  of  colors,  this  indication  is  consistent 
with  the  basic  application  or  registration  (Common  Regs. 
9(4)(a)(vu'"-)  and  9(5)(d)(iii)); 
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•  That,  if  color  is  claimed  as  a  feature  of  the  mark  in  the 
basic  application  or  registration,  the  same  claim  is  included  in 
the  international  application  (Common  Reg.  9(5)(d)(v)); 

•  That,  if  the  international  application  indicates  that  the  mark 
is  three-dimensional,  this  indication  is  consistent  with  the  basic 
application  or  registration  (Common  Regs.  9(4)(a)(viii)  and 
9(5)(d)(iii)); 

•  That,  if  the  international  application  indicates  that  the  mark 
is  a  sound  mark,  this  indication  is  consistent  with  the  basic 
application  or  registration  (Common  Regs.  9(4)(a)(ix)  and 
9(5)(d)(iii)); 

•  That,  if  the  international  application  indicates  that  the  mark 
is  a  collective  or  certification  mark,  this  indication  is  consistent 
with  the  basic  application  or  registration  (Common  Regs. 
9(4)(a)(x)  and  9(5)(d)(iii)). 

If  an  applicant  uses  the  prepopulated  TEAS  form  without 
changing  any  of  the  information  (see  section  II.B.l  above),  the 
international  application  will  be  certified  and  forwarded  di- 
rectly to  the  IB  without  MPU  review.  In  all  other  cases,  an 
MPU  paralegal  must  review  the  data  in  the  international 
application  before  it  can  be  certified. 

If  the  international  application  meets  the  requirements  of  37 
C.F.R.  §7. 11(a),  the  USPTO  will  certify  the  international 
application  and  send  it  electronically  to  the  IB.  37  C.F.R. 
§7.13(a). 

If  the  application  does  not  meet  the  requirements  of  37  C.F.R. 
§7. 11  (a),  the  USPTO  will  not  certify  or  forward  the  applica- 
tion. The  USPTO  will  refund  any  international  fees  paid 
through  the  USPTO;  however  the  USPTO  certification  fee  is 
not  refundable.  37  C.FR.  §7. 13(b).  The  applicant  should 
receive  immediate  notification  of  the  deficiency,  either  through 
a  TEAS  error  message  or  an  e-mail  notification.  The  applicant 
can  promptly  refile  a  corrected  international  application 
through  TEAS,  with  the  required  international  fees  and 
USPTO  certification  fee. 

D.  Date  of  International  Registration 

If  the  IB  receives  the  international  application  within  2  months 
of  the  date  of  receipt  in  the  USPTO,  the  date  of  the  interna- 
tional registration  will  be  the  date  of  receipt  in  the  USPTO.  If 
the  IB  does  not  receive  the  international  application  within  2 
months  of  the  date  of  receipt  in  the  USPTO,  the  date  of  the 
international  registration  will  be  the  date  of  receipt  in  the  IB. 
Article  3(4);  Common  Reg.  15. 

Common  Reg.  15  sets  forth  the  IB's  minimum  requirements 
that  may  afifect  the  date  of  the  international  registration: 

•  Adequate  identification  of  the  applicant  with  suJQ5cient 
information  to  contact  the  applicant  or  the  applicant's  repre- 
sentative; 

•  Reproduction  of  the  mark; 

•  Indication  of  the  goods  or  services;  and 

•  Designation  of  Contracting  Party  or  Parties  for  which 
extension  of  protection  is  sought. 

If  any  of  these  elements  is  omitted  from  the  international 
application,  the  IB  will  notify  both  the  applicant  and  the 
USPTO.  If  the  missing  element(s)  is  received  in  the  IB  within 
2  months  of  the  date  of  receipt  of  the  international  application 
in  the  USPTO,  the  international  registration  will  bear  the  date 
of  receipt  of  the  international  application  in  the  USPTO.  If  the 
missing  element(s)  is  not  received  in  the  IB  within  2  months  of 
the  date  of  receipt  of  the  international  application  in  the 
USPTO,  the  date  of  the  international  registration  will  be  the 
date  of  receipt  of  the  last  of  the  missing  elements  in  the  IB.  In 
either  case,  the  missing  element(s)  must  be  received  in  the  IB 
on  or  before  the  deadline  specified  in  the  notice  of  irregularity. 
Article  3(4);  Common  Reg.  15(1). 

See  section  II. G  below  for  information  about  correcting 
irregularities  in  an  international  application. 

E.  IB  Requirements  for  Complete  International  Applica- 
tion. 

The  international  application  requirements  are  set  forth  in 
Article  3  of  the  Protocol  and  Common  Reg.  9.  The  USPTO  will 
not  examine  the  international  application  to  determine 
whether  it  is  complete.  If  the  application  meets  the  minimum 


requirements  set  forth  in  37  C.F.R.  §7. 11(a),  the  USPTO  wiU 
certify  the  application  and  send  it  to  the  IB.  The  IB  will 
examine  it  for  completeness.  The  requirements  for  a  complete 
international  application  originating  from  the  United  States 
are: 

•  Name  and  Address.  The  name  and  address  of  the  applicant; 

•  Basic  Application(s)  or  Registration(s).  The  serial  number 
and  filing  date  of  the  basic  application(s),  or  the  number  and 
date  of  tlie  basic  registration(s).  The  international  application 
may  be  based  on  more  than  one  basic  application  or  registra- 
tion; 

•  Entitlement  to  File.  An  indication  that  the  applicant  is  (1) 
a  national  of  the  United  States;  (2)  domiciled  in  the  United 
States;  or  (3)  has  a  real  and  effective  industrial  or  commercial 
establishment  in  the  United  States  (Common  Reg.  9(5)(b)); 

•  Fees.  The  international  application  must  include  the  basic 
filing  fee  charged  by  the  IB;  the  supplementary  fee  for  each 
class  of  goods  and  services  beyond  3  classes;  the  complemen- 
tary fee  for  designation  of  each  country  to  which  extension  of 
the  international  registration  is  sought;  and  the  transmittal  fee 
that  the  USPTO  charges  to  process  the  international  applica- 
tion. Articles  8(1)  and  8(2);  Common  Regs.  9(4)(a)(xiv),  10(2) 
and  34. 

•  Goods/Services.  A  list  of  the  goods  or  services  on  or  in 
connection  with  which  the  applicant  seeks  international  regis- 
tration (Article  3(2);  Common  Reg.  9(4)(a)(xiii)); 

•  Class.  The  international  class  of  goods  or  services,  if 
known  (Article  3(2);  Common  Reg.  9(4)(a)(xiii)); 

•  Reproduction  (Drawing)  of  Mark.  A  clear  reproduction  of 
the  mark  that  is  no  more  than  8  cm  high  by  8  cm  wide. 
Common  Reg.  9(4)(a)(v).  The  mark  must  be  the  same  as  the 
mark  in  the  basic  application  or  registration.  If  the  mark  in  the 
basic  application  or  registration  has  color,  the  mark  in  the 
international  application  must  be  in  color.  If  the  mark  in  the 
basic  application  or  registration  is  black  and  white,  the  mark  in 
the  international  application  must  be  in  black  and  white.  If  the 
mark  in  the  basic  application  or  registration  is  presented  in 
black  and  white  but  contains  a  color  claim,  the  applicant  must 
submit  both  a  black  and  white  and  a  color  reproduction. 
Common  Reg.  9(4)(a)(vii); 

•  Color  If  color  is  claimed  as  a  distinctive  feature  of  the 
mark,  the  international  application  must  include  an  indication 
to  that  effect,  and  must  set  forth  the  name  of  the  color(s) 
(Article  3(3);  Common  Reg.  9(4)(a)(vii)).  If  the  mark  in  the 
basic  application  or  registration  consists  of  color(s),  the  inter- 
national application  must  include  a  statement  to  that  effect 
(Common  Reg.  9(4)(a)(vii^'')); 

•  Contracting  Parties.  The  names  of  the  Contracting  Party  or 
Parties  in  which  the  applicant  seeks  protection  (Common  Reg. 
9(4)(a)(xv); 

•  Declaration  of  Intent  to  Use.  A  verified  statement  that  the 
applicant  has  a  bona  fide  intention  to  use  the  mark  in 
commerce  on  or  in  connection  with  the  goods  or  services  listed 
in  the  application,  if  any  of  the  Contracting  Parties  designated 
in  the  international  application  require  such  a  declaration 
(Common  Reg.  9(5)(f)).  Under  Common  Reg.  7(2),  a  Con- 
tracting Party  may  notify  the  IB  that  it  requires  a  signed 
declaration  of  intention  to  use  the  mark. 

•  Transliteration.  If  the  mark  consists  of  or  contains  non- 
Latin  characters  or  numerals  other  than  Arabic  or  Roman 
numerals,  a  transliteration  of  that  matter  in  Latin  characters 
and  Arabic  numerals  (Common  Reg.  9(4)(a)(xii)); 

•  Signature.  The  USPTO  must  sign  the  international  appli- 
cation. The  IB  does  not  require  the  applicant's  signature 
(Common  Reg.  9(2)(b)); 

•  Three-Dimensional  Mark.  If  the  mark  is  three-dimensional, 
the  indication  "three-  dimensional  mark"  (Common  Reg. 
9(4)(a)(viii)); 

•  Sound  Mark.  If  the  mark  is  a  sound  mark,  the  indication 
"sound  mark"  (Common  Reg.  9(4)(a)(ix)); 

•  Collective  or  Certification  Mark.  If  the  mark  is  a  collective 
mark  or  a  certification  mark,  an  indication  to  that  effect 
(Common  Reg.  9(4)(a)(x)); 

•  Standard  Characters.  If  the  applicant  wishes  that  the  mark 
be  considered  as  a  mark  in  standard  characters,  an  indication  to 
that  effect  (Common  Reg.  9(4)(a)(vi)); 

•  Language.  International  applications  originating  from  the 
United  States  must  be  in  English.  37  C.F.R.  §7.3;  Common 
Regs.  6(l)(b)  and  6(2)(b)(iii). 

•  Description  of  Mark.  If  there  is  a  description  of  the  mark 
in  the  basic  application  or  registration,  the  international  appli- 
cation must  include  the  same  description.  37  C.F.R.  §7. 11(a)(5) 
and  Common  Reg.  9(4)(a)(xi). 
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Additional  Elements  That  May  Be  Included  in  International 
Application. 

The  following  elements  may  also  be  included,  but  are  not 
mandatory  under  the  Common  Regulations. 

•  Translation.  If  the  mark  consists  of  or  contains  non- 
English  wording,  an  English  translation  (Common  Reg. 
9(4)(b)(iii)): 

•  Citizenship/State  of  Incorporation  or  Organization  (Com- 
mon Regs.  9(4)(b)(i)  and  (ii)).  The  citizenship  of  the  appli- 
cant(s);  or 

If  the  applicant  is  a  juristic  person,  the  state  or  nation  under 
the  laws  of  which  the  applicant  is  organized; 

•  Disclaimer  If  the  applicant  wishes  to  disclaim  any  element 
of  the  mark,  the  applicant  may  do  so  (Common  Reg. 
9(4)(b)(v)); 

•  Representative.  See  section  ILL  below; 

•  Priority.  An  international  applicant  may  claim  a  right  of 
priority  within  the  meaning  of  Article  4  of  the  Paris  Conven- 
tion if:  (1)  the  international  application  contains  a  claim  of 
priority;  and  (2)  the  fiUng  date  of  the  application  that  forms  the 
basis  of  the  priority  claim  (within  the  meaning  of  Article  4  of 
the  Paris  Convention)  was  not  more  than  six  months  before  the 
date  of  the  international  registration.  Article  4(2)  and  Common 
Reg.  9(4)(a)(iv);  Guide  to  International  Registration,  Para. 
B. in. 07. 08  (2002).  The  applicant  must  specify  the  serial 
number  (if  available),  filing  date  and  country  of  the  earlier 
filing.  If  the  earlier  filing  does  not  relate  to  all  the  goods/ 
services  listed  in  the  international  application,  the  applicant 
must  set  forth  the  goods/services  to  which  it  does  relate. 

F.  Examination  of  Application  by  IB 

Upon  receipt  of  an  international  appUcation,  the  IB  enters  the 
information  contained  in  the  application  into  its  database  and 
determines  whether  the  application  meets  the  IB's  minimum 
filing  requirements  (see  Common  Reg.  15)  and  includes  the 
required  fees.  If  the  requirements  have  been  met  and  the  fees 
have  been  paid,  the  IB  will  immediately  register  the  mark.  The 
registration  is  published  in  the  WIPO  Gazette  of  International 
Marks.  The  IB  sends  a  certificate  to  the  holder,  and  notifies  the 
Office  of  Origin  and  the  Offices  of  the  designated  Contracting 
Parties  to  which  extension  of  the  registration  is  sought.  Article 
3(4);  Common  Reg.  14(1). 

G.  Irregularities  in  International  Application 

If  an  international  application  is  unacceptable,  the  IB  will 
notify  both  the  applicant  and  the  USPTO  of  the  "irregularity." 
Some  types  of  irregularities  must  be  remedied  by  the  USPTO, 
some  must  be  remedied  by  the  applicant,  and  some  may  be 
remedied  by  either  the  applicant  or  the  USPTO.  See  37  C.F.R. 
§7.14  and  Common  Reg.  11. 

The  MPU  paralegals  will  review  all  incoming  notices  of 
irregularities.  If  the  irregularity  is  one  that  must  be  remedied 
by  the  USPTO  (see  section  II.G.4  below),  the  MPU  paralegal 
will  respond  to  the  notice  and  send  the  apphcant  a  copy  of  the 
response  by  e-mail. 

If  the  irregularity  is  not  one  that  must  be  remedied  by  the 
USPTO,  the  USPTO  will  note  receipt  of  the  notice  of  irregu- 
larity in  its  automated  records,  but  will  not  take  any  other 
action.  The  USPTO  will  not  respond  to  the  notice  on  behalf  of 
the  applicant.  The  USPTO  will  not  send  a  copy  of  the  notice  to 
applicant,  because  the  IB  has  already  notified  the  applicant  of 
the  irregularity. 

To  be  considered  timely,  responses  to  IB  notices  of  irregu- 
larities must  be  received  by  the  IB  before  the  end  of  the 
response  period  set  forth  in  the  IB's  notice.  Receipt  in  the 
USPTO  does  not  fulfill  this  requirement.  When  correcting 
irregularities  through  the  Office,  the  applicant  should  submit 
the  response  as  soon  as  possible,  at  least  one  month  before  the 
end  of  the  response  deadline  set  forth  in  the  IB's  notice.  The 
USPTO  will  not  process  any  response  submitted  after  the  IB 
response  deadline.  37  C.F.R.  §7. 14(e). 

1.  Fee  Irregularities 

Where  fees  paid  through  the  USPTO  are  insufficient,  the  IB 
will  notify  both  the  applicant  and  the  USPTO  of  the  deficiency. 
If  the  fee  is  not  received  by  the  IB  on  or  before  the  deadhne  set 
forth  in  the  IB's  notice  of  irregularity,  the  international 
application  is  abandoned. 


Fees  for  correcting  irregularities  in  an  international  appli- 
cation must  be  paid  directly  to  the  IB,  even  if  the  applicant 
is  filing  a  response  to  correct  other  irregularities  through  the 
USPTO.  37  C.F.R.  §7. 14(c).  At  this  time,  the  USPTO' s 
automated  system  cannot  process  fees  to  correct  fee  irregulari- 
ties in  an  international  application. 

2.  Classification  of  Goods  and  Services 

If  the  IB  finds  an  irregularity  in  classification,  it  will  make  a 
proposal  and  send  it  to  both  the  applicant  and  the  USPTO.  The 
notice  will  state  whether  any  additional  fees  are  due.  Common 
Reg.  12(1). 

The  applicant  cannot  send  its  response  directly  to  the  IB.  The 
response  must  be  submitted  through  the  USPTO.  The  IB  must 
receive  the  response  within  3  months  of  the  date  of  the  IB 
notification.  37  C.FR.  §7. 14(b);  Common  Reg.  12(2).  The 
applicant  must  use  TEAS.  37  C.FR.  §7. 14(e). 

The  USPTO  will  not  review  the  response,  but  will  forward  it  to 
the  IB  and  notify  the  applicant  accordingly  by  e-mail.  If  the  IB 
does  not  receive  a  response  within  2  months  of  the  date  of  the 
IB's  notice  of  irregularity,  the  IB  will  send  a  reminder  to  both 
the  applicant  and  the  USPTO.  Common  Reg.  12(3).  The 
USPTO  will  note  the  reminder  in  its  records,  but  will  not  take 
any  action. 

If  additional  fees  are  due  as  a  result  of  the  reclassification,  the 
applicant  must  pay  the  fees  directly  to  the  IB.  Applicants  can 
establish  accounts  with  the  IB  to  handle  fee  payments.  If  an 
applicant  has  an  account  with  the  IB,  the  applicant  may  pay  the 
fees  by  providing  the  account  number  in  the  response  filed 
with  the  USPTO.  If  the  applicant  does  not  have  a  current 
account  with  the  IB,  the  applicant  must  pay  the  fees  directly  to 
the  IB. 

Under  Article  3(2)  of  the  Protocol,  the  IB  controls  classifica- 
tion. If  the  applicant  timely  responds  to  the  classification 
irregularity  notice,  the  IB  will  notify  both  the  USPTO  and  the 
applicant  if  the  IB  modifies,  withdraws  or  maintains  its 
proposal. 

3.  Identification  of  Goods  and  Services 

If  the  IB  determines  that  the  identification  of  goods/services  is 
too  vague  or  is  incomprehensible  or  is  hnguistically  incorrect, 
it  will  notify  both  the  applicant  and  the  USPTO.  Common  Reg. 
13.  The  IB  may  include  a  suggested  amendment  in  the 
notification.  The  applicant  cannot  send  a  response  directly  to 
the  IB.  Any  response  regarding  the  identification  of  goods/ 
services  must  be  sent  through  the  USPTO  within  3  months  of 
the  date  of  the  IB  notification.  37  C.F.R.  §§7. 14(a)  and  7.14(b); 
Common  Reg.  13(2).  The  applicant  must  use  TEAS.  37  C.F.R. 
§7. 14(d). 

The  MPU  paralegal  will  review  the  applicant's  response  to 
ensure  that  the  goods/services  identified  in  the  response  are 
within  the  scope  of  the  identification  in  the  basic  application  or 
registration  at  the  time  the  response  is  filed.  If  the  goods/ 
services  in  the  basic  application  or  registration  have  been 
amended  since  the  date  the  international  application  was 
submitted  to  the  Office,  the  goods/services  in  the  response  to 
the  IB  notice  must  be  within  the  scope  of  the  amended 
goods/services.  If  the  response  includes  goods/services  that 
exceed  the  scope  of  the  goods/services  in  the  basic  application 
or  registration  as  amended,  the  MPU  paralegal  will  reject  the 
response  and  notify  the  applicant.  If  there  is  time  remaining  in 
the  IB  response  period,  the  apphcant  may  submit  a  corrected 
response.  If  the  amended  goods/services  do  not  exceed  the 
scope  of  the  goods/services  in  the  basic  application  or  regis- 
tration as  amended,  and  the  IB  response  period  has  not  expired, 
the  MPU  will  certify  the  goods/services  and  forward  the 
response  to  the  IB. 

If  no  proposal  acceptable  to  the  IB  for  remedying  the  irregu- 
larity is  made  within  3  months,  and  all  other  requirements  have 
been  met,  the  IB  will  either  (1)  include  the  term  in  the 
international  registration  with  an  indication  that  the  IB  consid- 
ers the  term  to  be  unacceptable,  if  the  class  of  the  vague  term 
was  specified  in  the  application;  or  (2)  if  the  class  was  not 
specified,  delete  the  term  and  notify  both  the  USPTO  and  the 
applicant  accordingly.  Common  Reg.  13(2)(b). 
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4.  Irregularities  that  Must  Be  Remedied  by  the  USPTO 

The  following  irregularities  must  be  remedied  by  the  USPTO 
within  3  months  of  the  date  of  notification  of  the  irregularity  to 
avoid  abandonment  of  the  international  application: 

•  Application  is  not  presented  on  the  official  form  or  is  not 
typed; 

•  Omission  of  reproduction  of  mark; 

•  Omission  of  list  of  goods/services; 

•  Omission  of  designation  of  Contracting  Party  or  Parties; 

•  Insufficient  identification  of  applicant; 

•  Irregularities  relating  to  the  entitlement  of  the  applicant  to 
file  an  international  application; 

•  Application  not  signed  by  USPTO  (Signature  may  be 
replaced  with  seal); 

•  Certification  by  USPTO  is  defective; 

•  Omission  of  date  and  number  of  basic  application  or 
registration. 

Common  Regs.  11(4)  and  15(1). 

These  elements  will  be  required  in  the  TEAS  form,  and  the 
USPTO  will  send  the  data  electronically  to  the  IB.  This  should 
ensure  that  the  above  elements  are  not  omitted.  Thus,  the 
USPTO  anticipates  very  few  notices  of  irregularity  that  must 
be  remedied  by  the  USPTO. 

If  the  USPTO  does  not  cure  the  irregularity  within  3  months, 
the  international  application  is  abandoned.  Common  Regs. 
ll(4)(b)  and  11(5). 

When  responding  to  a  notice  of  an  irregularity  that  must  be 
remedied  by  the  USPTO,  the  MPU  paralegal  will  send  the 
applicant  a  copy  of  the  response. 

5.  Other  Irregularities  Must  Be  Remedied  By  Applicant 

Other  irregularities  to  be  remedied  by  applicant  include  insuf- 
ficient information  about  the  applicant's  representative;  miss- 
ing transliteration;  insufficient  information  about  a  priority 
claim;  unclear  reproduction  of  the  mark;  color  claim  with  no 
color  reproduction;  and  insufficient  fees  paid  directly  to  the  IB 
by  the  applicant.  The  applicant  must  remedy  the  irregularities 
within  3  months  of  the  date  of  the  notification.  Common  Reg. 
11(2). 

An  applicant  may  either  file  the  response  directly  with  the  IB, 
or  file  the  response  through  the  USPTO.  To  be  considered 
timely,  responses  to  IB  notices  of  irregularities  must  be 
received  by  the  IB  before  the  end  of  the  response  period  set 
forth  in  the  IB's  notice.  Receipt  in  the  USPTO  does  not  fulfill 
this  requirement.  If  submitting  a  response  through  the  USPTO, 
an  applicant  must  use  TEAS.  37  C.F.R.  §7. 14(e). 

The  USPTO  will  not  review  the  response  to  the  irregularity  but 
will  forward  the  response  to  the  IB,  and  notify  the  applicant 
accordingly  by  e-mail. 

6.  Filing  Directly  With  the  IB 

Information  about  filing  directly  with  the  IB  is  available  on  the 
WIPO  website,  currently  at  http://www.wipo.int/madrid/en/. 
An  applicant  may  contact  the  IB  by  mail  to  the  World 
Intellectual  Property  Organization,  34  chemin  des  Colom- 
bettes,  PO.  Box  18,  CH-1211  Geneva  20,  Switzerland;  by 
telephone  at  41  22  338  9111;  by  fax  to  41  22  740  1429;  or  by 
e-mail  to  intreg.mail@wipo.int. 

H.  Subsequent  Designation  -  Request  for  Extension  of 
Protection  Subsequent  to  International  Registration 

A  subsequent  designation  is  a  request  by  the  holder  of  an 
international  registration  for  an  extension  of  protection  of  the 
registration  to  additional  Contracting  Parties.  The  requirements 
for  a  subsequent  designation  are  set  forth  in  Article  3'^'^(2)  of 
the  Protocol  and  Common  Reg.  24.  The  holder  may  file  the 
subsequent  designation  directly  with  the  IB.  There  is  a  form  for 
filing  directly  with  the  IB  on  the  IB  website  at  http:// 
www.wipo.int/madrid/en/. 

A  holder  may  file  a  subsequent  designation  through  the 
USPTO  only  if  (1)  the  international  registration  is  based  on  a 
basic  application  filed  with  the  USPTO  or  a  basic  registration 


issued  by  the  USPTO,  and  (2)  the  holder  is  a  national  of,  is 
domiciled  in,  or  has  a  real  and  effective  business  or  commer- 
cial establishment  in  the  United  States.  Section  64  of  the 
Trademark  Act,  15  U.S.C.  §1141d;  37  C.F.R.  §7.21(a). 

1.  USPTO  Requirements 

The  minimum  requirements  for  a  date  of  receipt  of  a  subse- 
quent designation  in  the  USPTO  are  set  forth  in  37  C.F.R. 
§7.21(b): 

•  Filing  through  TEAS; 

•  The  international  registration  number; 

•  The  name  and  address  of  the  holder  of  the  international 
registration; 

•  A  statement  that  the  holder  is  entitled  to  file  a  subsequent 
designation  through  the  USPTO,  specifying  that  holder:  (i)  is  a 
national  of  the  United  States;  (ii)  has  a  domicile  in  the  United 
States;  or  (iii)  has  a  real  and  effective  industrial  or  commercial 
establishment  in  the  United  States.  Where  a  holder's  address  is 
not  in  the  United  States,  the  holder  must  provide  the  address  of 
its  U.S.  domicile  or  establishment; 

•  A  list  of  goods/services  that  is  identical  to  or  narrower  than 
the  goods/services  in  the  international  registration; 

•  A  list  of  the  Contracting  Parties  designated  for  an  extension 
of  protection; 

•  The  international  fees  for  all  classes  and  all  Contracting 
Parties  identified  in  the  subsequent  designation; 

•  The  USPTO  transmittal  fee;  and 

•  An  e-mail  address  for  receipt  of  correspondence  from  the 
USPTO. 

The  USPTO  does  not  certify  subsequent  designations.  If  a 
subsequent  designation  meets  the  requirements  listed  above, 
the  USPTO  will  forward  it  to  the  IB.  37  C.FR.  §7.21(c).  If  the 
subsequent  designation  does  not  meet  these  requirements,  the 
USPTO  will  not  forward  the  subsequent  designation,  and  will 
notify  the  holder  of  the  reasons.  Any  international  fees  paid 
through  the  USPTO  will  be  refunded.  The  USPTO  transmittal 
fee  is  nonrefundable.  37  C.FR.  §7.2 1(d). 

The  subsequent  designation  will  bear  the  date  of  receipt  in  the 
USPTO,  provided  that  the  IB  receives  it  within  two  months  of 
that  date.  If  the  IB  does  not  receive  the  subsequent  designation 
within  two  months  of  the  date  of  receipt  in  the  USPTO,  the 
subsequent  designation  will  bear  the  date  of  receipt  in  the  IB. 
Common  Reg.  24(6)(b). 

If  the  subsequent  designation  meets  the  requirements  of 
Common  Reg.  24,  the  IB  will  record  it  and  notify  both  the 
USPTO  and  the  holder  of  the  recordation.  Common  Reg. 
24(7).  A  request  for  extension  of  protection  made  in  a 
subsequent  designation  expires  on  the  same  date  as  the 
international  registration.  Common  Reg.  31(2).  See  section  V 
below  regarding  renewal  of  international  registrations. 

2.  Irregularities  in  Subsequent  Designation 

If  a  subsequent  designation  is  sent  to  the  IB  through  the 
USPTO,  the  IB  will  notify  both  the  holder  and  the  USPTO  of 
any  irregularity.  Common  Reg.  24(5)(a).  Corrections  of  any 
irregularity  in  a  subsequent  designation  must  be  sent  directly  to 
the  IB,  even  if  the  subsequent  designation  was  sent  through  the 
USPTO.  The  USPTO  will  make  note  of  the  notice  of  irregu- 
larity in  its  automated  records,  but  will  not  take  any  other 
action.  See  37  C.FR.  §7.2 1(e). 

I.  Dependence  &  "Central  Attack":  Restriction,  Abandon- 
ment, Cancellation  or  Expiration  of  Basic  Application  or 
Registration  During  First  5  Years 

For  a  period  of  5  years  from  the  date  of  the  international 
registration,  the  registration  is  dependent  on  the  basic  applica- 
tion or  basic  registration.  Article  6(3).  Under  §63  of  the 
Trademark  Act,  15  U.S.C.  §1141c,  and  Article  6(4)  of  the 
Protocol,  the  USPTO  must  notify  the  IB  if  the  basic  application 
or  registration  is  restricted,  abandoned,  cancelled,  or  expired, 
with  respect  to  some  or  all  of  the  goods/services  listed  in  the 
international  registration: 
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(1)  Within  5  years  after  the  international  registration  date;  or 

(2)  More  than  5  years  after  the  international  registration  date 
if  the  restriction,  abandonment,  or  cancellation  of  the  basic 
application  or  basic  registration  resulted  from  an  action  that 
began  before  the  end  of  the  5 -year  period. 

The  IB  will  cancel  (or  restrict)  the  international  registration 
accordingly.  Article  6(4);  Common  Reg.  22(2)(b).  This  is 
sometimes  called  "central  attack." 

The  USPTO  must  notify  the  IB  if  there  is  an  appeal,  opposition 
or  cancellation  proceeding  (or  a  court  proceeding,  if  the 
USPTO  is  aware  of  the  proceeding)  pending  at  the  end  of  the 
5-year  period.  The  USPTO  must  notify  the  IB  of  the  final 
decision  once  the  proceeding  is  concluded.  Common  Regs. 
22(1  )(b)  and  (c).  The  IB  will  record  this  notice  in  the 
International  Register  and  notify  the  holder  and  the  designated 
Contracting  Parties. 

J.  Transformation  When  the  USPTO  is  the  Office  of  Origin 

If  the  IB  cancels  an  international  registration  as  a  resuh  of  the 
cancellation  or  restriction  of  the  USPTO  basic  application 
and/or  USPTO  basic  registration  under  Article  6(4)  (see 
section  II. I  above),  the  holder  may  "transform"  the  interna- 
tional registration  into  national  apphcations  in  the  offices  of  the 
Contracting  Parties  that  were  designated  for  extension(s)  of 
protection  in  the  international  registration.  Transformation 
must  be  requested  within  3  months  from  the  date  of  cancella- 
tion of  the  international  registration.  Article  9'^"*"'^"''=^  The 
goods/services  in  the  national  application(s)  must  have  been 
covered  by  the  cancelled  international  registration.  The  filing 
date  for  the  new  application(s)  that  results  from  the  transfor- 
mation of  an  extension  of  protection  will  be  the  international 
registration  date  (or  the  date  of  recordal  of  the  subsequent 
designation  requesting  an  extension  of  protection  to  that 
Contracting  Party). 

Transformation  of  an  extension  of  protection  may  take  place 
only  if  the  IB  cancels  or  restricts  the  international  registration 
at  the  request  of  the  USPTO,  due  to  cancellation  of  the  USPTO 
basic  application  or  USPTO  registration.  It  is  not  available  if 
the  international  registration  is  cancelled  at  the  request  of  the 
holder,  or  expires  for  failure  to  renew.  Transformation  is  not 
available  at  the  Office  of  Origin. 


III.  PAYMENT  OF  INTERNATIONAL  FEES  THROUGH 
THE  USPTO 

International  Fees.  An  applicant/holder  may  pay  fees  directly 
to  the  IB.  See  Common  Regs.  34  to  38  regarding  payment  of 
fees.  There  is  a  fee  calculator  and  a  schedule  of  fees  on  the  IB 
website  at  http://www.wipo.int/madrid/en/.  and  the  TEAS 
forms  include  a  link  to  the  IB  fee  calculator. 

An  applicant/holder  may  also  pay  certain  fees  through  the 
USPTO.  Common  Reg.  34(2).  Under  37  C.F.R.  §7.7(a),  the 
USPTO  has  agreed  to  collect  and  for\\'ard  only  the  following 
international  fees: 

•  International  application  fee; 

•  Subsequent  designation  fee;  and 

•  Recording  fee  for  change  of  ownership  of  international 
registration. 

An  applicant/holder  has  3  options  for  payment  of  fees  for 
international  filings  sent  to  the  IB  through  the  USPTO: 

( 1 )  Applicant/holder  can  establish  an  account  with  the  IB  for 
debiting  fees,  and  include  the  account  number  on  filings; 

(2)  Applicant/holder  may  pay  the  fees  directly  to  the  IB,  and 
provide  the  USPTO  with  an  IB  receipt  number;  or 

(3)  Applicant/holder  can  pay  the  fees  to  the  USPTO  in  U.S. 
dollars  by  credit  card,  EFT,  or  USPTO  deposit  account. 

37  C.F.R.  §7.7(b). 

If  applicant/holder  uses  the  third  option  and  pays  the  fees  to  the 
USPTO  in  U.S.  dollars,  the  USPTO  wiU  convert  the  fee  and 
submit  it  to  the  IB  in  Swiss  currency. 

Fees  to  Correct  Irregularities  Must  be  Paid  Directly  to  the  IB. 
Fees  for  correcting  irregularities  in  an  international  application 
must  be  paid  directly  to  the  IB,  even  if  the  applicant  is  filing  a 
response  to  correct  other  irregularities  through  the  USPTO.  37 
C.F.R.  §7. 14(c). 

IV.  REQUEST  FOR  EXTENSION  OF  PROTECTION  OF 
INTERNATIONAL  REGISTRATION  TO  THE  UNITED 
STATES 

A.  Filing  Request  for  Extension  of  Protection  to  United 
States 


The  request  for  transformation  must  be  filed  directly  with  the 
designated  Contracting  Party,  and  will  be  examined  as  a 
regular  apphcation  under  the  law  of  that  Contracting  Party.  The 
IB  is  not  involved. 

See  section  FV.I  below  regarding  transformation  of  a  request 
for  extension  of  protection  to  the  United  States  into  an 
application  under  §  1  or  §44  of  the  Trademark  Act. 

K.  USPTO  Must  Notify  IB  of  Division  or  Merger  of  Basic 
Application  or  Registration 

Under  Common  Reg.  23,  an  Office  of  Origin  must  notify  the  IB 
if  the  basic  application  or  registration  is  divided  into  several 
applications  or  registrations,  or  if  several  applications  or 
registrations  are  merged  into  a  single  application  or  registra- 
tion, within  5  years  after  the  date  of  the  international  registra- 
tion. 

L.  Representative 

An  applicant  for  or  holder  of  an  international  registration  may 
appoint  a  representative  before  the  IB  by  indicating  the 
representative's  name  in  the  appropriate  box  on  the  interna- 
tional application  or  subsequent  designation  form.  Common 
Reg.  3(2)(a).  The  apphcant/holder  may  also  appoint  a  repre- 
sentative in  a  subsequent  communication  submitted  to  the  IB 
(see  section  VI.A.4  below).  Common  Reg.  3(2)(b).  There  is  a 
form  for  appointing  a  representative  on  the  IB  website  at 
http://www.wipo.int/madrid/en/. 

See  section  1V.B.6  below  regarding  the  correspondence  ad- 
dress in  a  request  for  extension  of  protection  to  the  United 
States. 


The  holder  of  an  intemational  registration  may  file  a  request 
for  extension  of  protection  to  the  United  States.  Section  66(a) 
of  the  Trademark  Act,  15  U.S.C.  §1141f.  The  request  for 
extension  of  protection  to  the  United  States  may  be  included  in 
the  intemational  application,  or  in  a  subsequent  designation 
made  after  the  IB  registers  the  mark.  The  IB  will  transmit  the 
request  for  extension  of  protection  to  the  United  States  to  the 
USPTO  electronically.  The  USPTO  will  refer  to  a  request  for 
extension  of  protection  to  the  United  States  as  a  "§66(a) 
application."  37  C.F.R.  §7.25(b). 

1.  Section  66(a)  Basis 

Section  66(a)  of  the  Trademark  Act  provides  a  new  basis  for 
filing  in  the  United  States.  See  37  C.F.R.  §2.34(a)(5).  A  §66(a) 
applicant  cannot  change  the  basis  or  claim  more  than  one  basis. 
37  C.F.R.  §§2.34(b)(3)  and  2.35(a). 

2.  Filing  Date 

If  a  request  for  extension  of  protection  of  an  intemational 
registration  to  the  United  States  is  made  in  an  intemational 
application,  the  filing  date  of  the  §66(a)  application  is  the 
intemational  registration  date.  If  a  request  for  extension  of 
protection  to  the  United  States  is  made  in  a  subsequent 
designation,  the  fifing  date  of  the  §66(a)  apphcation  is  the  date 
that  the  subsequent  designation  was  recorded  by  the  IB.  37 
C.F.R.  §7.26. 

3.  Declaration  of  Intent  to  Use  Required 

A  request  for  extension  of  protection  to  the  United  States  must 
include  a  declaration  that  the  applicant  has  a  bona  fide 
intention  to  use  the  mark  in  commerce  that  can  be  controlled 
by  the  United  States  Congress.  Section  66(a)  of  the  Trademark 
Act,   15  U.S.C.  §1141f(a).  The  declaration  must  include  a 
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statement  that  the  person  making  the  declaration  believes 
applicant  to  be  entitled  to  use  the  mark  in  commerce;  and  that 
to  the  best  of  his/her  knowledge  and  belief  no  other  person, 
firm,  corporation,  or  association  has  the  right  to  use  the  mark 
in  commerce,  either  in  the  identical  form  thereof  or  in  such 
near  resemblance  thereto  as  to  be  likely,  when  used  on  or  in 
connection  with  the  goods/services  of  such  other  person,  to 
cause  confusion,  or  to  cause  mistake,  or  to  deceive.  Section 
60(5)  of  the  Trademark  Act,  15  U.S.C.  §1141(5).  The  decla- 
ration must  be  signed  by  (1)  a  person  with  legal  authority  to 
bind  the  applicant;  (2)  a  person  with  firsthand  knowledge  of 
the  facts  and  actual  or  implied  authority  to  act  on  behalf  of  the 
applicant;  or  (3)  an  attorney  as  defined  in  37  C.F.R.  §10.1  who 
is  authorized  to  practice  before  the  USPTO  who  has  an  actual 
written  or  verbal  power  of  attorney  or  an  implied  power  of 
attorney  from  the  applicant.  37  C.F.R.  §2.33(a).  The  USPTO 
has  provided  the  IB  with  wording  for  the  declaration  of  the 
applicant's  bona  fide  intention  to  use  the  mark  in  commerce, 
which  is  part  of  the  official  IB  form  for  international  applica- 
tions and  subsequent  designations  in  which  the  United  States  is 
designated  for  an  extension  of  protection.  Instructions  as  to 
who  is  a  proper  party  to  sign  the  declaration  pursuant  to  37 
C.F.R.  §2.33(a)  have  also  been  provided  to  the  IB. 

The  verified  statement  is  part  of  the  international  registration 
on  file  at  the  IB.  37  C.F.R.  §2. 33(e).  The  examining  attorney 
does  not  have  to  review  the  international  registration  to 
determine  whether  there  is  a  proper  declaration  of  intent  to  use, 
or  issue  any  inquiry  regarding  the  verification  of  the  applica- 
tion. 

4.  Use  Not  Required 

Use  in  commerce  prior  to  registration  is  not  required.  Section 
68(a)(3)  of  the  Trademark  Act,  15  U.S.C.  §1141h(a)(3).  Under 
71  of  the  Trademark  Act,  15  U.S.C.  §1141k,  periodic  affidavits 
of  use  or  excusable  nonuse  are  required  to  maintain  a  regis- 
tered extension  of  protection.  See  section  IV.K  below. 

5.  Priority 

A  holder  may  claim  a  right  of  priority  within  the  meaning  of 
Article  4  of  the  Paris  Convention  if: 

(1)  The  request  for  extension  of  protection  contains  a  claim 
of  priority; 

(2)  The  request  for  extension  of  protection  specifies  the 
filing  date,  serial  number  and  the  country  of  the  application 
that  forms  the  basis  for  the  claim  of  priority;  and 

(3)  The  date  of  international  registration  or  the  date  of  the 
recordal  of  the  subsequent  designation  requesting  an  extension 
of  protection  to  the  United  States  is  not  later  than  6  months 
after  the  date  of  the  first  regular  national  filing  (within  the 
meaning  of  Article  4(A)(3)  of  the  Paris  Convention)  or  a 
subsequent  application  (within  the  meaning  of  Article  4(C)(4) 
of  the  Paris  Convention). 

Section  67  of  the  Trademark  Act,  15  U.S.C.  §1141g;  Madrid 
Protocol  Article  4(2). 

6.  Filing  Fee 

The  filing  fee  for  the  §66(a)  application  will  be  sent  to  the 
USPTO  by  the  IB.  Article  8  of  the  Protocol.  See  Common 
Regs.  34  through  38  regarding  international  fees. 

7.  Constructive  Use 

Under  §66(b)  of  the  Trademark  Act,  15  U.S.C.  §1141f(b), 
unless  extension  of  protection  is  refused,  the  filing  of  the 
request  for  extension  of  protection  constitutes  constructive  use 
of  the  mark,  conferring  the  same  rights  as  those  specified  in 
§7(c)  of  the  Trademark  Act,  as  of  the  earliest  of  the  following: 

(1)  The  international  registration  date,  if  the  request  for 
extension  of  protection  was  filed  in  the  international  applica- 
tion; 

(2)  The  date  of  recordal  of  the  subsequent  designation 
requesting  extension  of  protection,  if  the  request  for  extension 
of  protection  to  the  United  States  was  made  after  the  interna- 
tional registration  date;  or 

(3)  The  date  of  priority  claimed  pursuant  to  §67  of  the 
Trademark  Act. 


8.  Cannot  be  Based  on  USPTO  Basic  Application  or 
Registration 

An  international  registration  in  which  the  United  States  is  the 
Office  of  Origin  {i.e.,  an  international  registration  based  on  a 
basic  application  pending  in  the  USPTO  or  a  basic  registration 
issued  by  the  USPTO)  cannot  be  used  to  obtain  an  extension  of 
protection  to  the  United  States.  Section  65(b)  of  the  Trademark 
Act,  15  U.S.C.  §1141e(b);  Article  3*^''  of  the  Protocol.  The  IB 
will  not  send  a  request  for  extension  of  protection  to  the  United 
States  if  the  international  registration  is  based  on  a  USPTO 
basic  apphcation  or  registration. 

B.  Examination  of  Request  for  Extension  of  Protection  to 
the  United  States 

1.  Examined  as  Regular  Application 

Under  Section  68(a)  of  the  Trademark  Act,  15  U.S.C.  §1141h, 
a  request  for  extension  of  protection  will  be  examined  under 
the  same  standards  as  any  other  application  for  registration  on 
the  Principal  Register.  It  is  unnecessary  for  the  examining 
attorney  to  review  the  international  registration  on  file  at  the 
IB,  since  the  IB  will  forward  all  the  necessary  information  with 
the  request  for  extension  of  protection. 

Except  for  37  C.FR.  §§2.130-2.131,  2.160-2.166,  2.168, 
2.172,  2.173,  2.175,  and  2.181-2.186,  all  rules  in  37  C.F.R.  Part 
2  apply  to  a  request  for  extension  of  protection  of  an 
international  registration  to  the  United  States,  including  sec- 
tions related  to  proceedings  before  the  Trademark  Trial  and 
Appeal  Board,  unless  stated  otherwise.  All  rules  in  37  C.F.R. 
part  10  also  apply  to  requests  for  extension  of  protection.  37 
C.FR.  §7.25(a). 

2.  Examination  of  Identification  and  Classification  of 
Goods/Services  in  §66(a)  Applications 

The  examining  attorney  will  examine  a  §66(a)  application, 
including  the  identification  of  goods/services,  according  to  the 
same  standards  of  specificity  used  in  examining  applications 
under  §1  and  §44  of  the  Trademark  Act,  15  U.S.C.  §§1051  and 
1126.  Specifically,  the  Examining  Attorney  must  follow  the 
procedures  set  forth  in  the  TMEP  and  identify  the  goods/ 
services  in  accordance  with  the  USPTO' s  Manual  of  Accept- 
able Identification  of  Goods  and  Services  ("USPTO  ID 
Manual")  whenever  possible. 

However,  under  Article  3(2)  of  the  Protocol,  the  IB  controls 
classification.  The  §66(a)  application  (and  any  resulting  regis- 
tration) remains  part  of  the  international  registration,  and  a 
change  of  classification  in  the  United  States  would  have  no 
effect  on  the  international  registration.  Guide  to  International 
Registration  Para.  B.III.43.05  (2002).  Therefore,  the  interna- 
tional classification  of  goods/services  in  a  §66(a)  application 
cannot  be  changed  from  the  classification  given  to  the 
goods/services  by  the  IB,  even  if  the  IB's  classification  of 
goods/services  in  the  66  application  is  different  from  the 
classification  set  forth  in  the  USPTO  ID  Manual. 

Accordingly,  if  the  mark  in  a  §66(a)  application  appears  to  be 
a  certification  or  collective  membership  mark,  the  USPTO  will 
not  reclassify  it  into  U.S.  Class  A,  B  or  200.  However,  the 
applicant  must  comply  with  all  other  U.S.  requirements  for 
certification  and  collective  membership  marks,  regardless  of 
the  classification  chosen  by  the  IB.  See  TMEP  §§1304  et  seq. 
and  1306  et  seq. 

3.  Mark  Must  Be  Registrable  on  Principal  Register 

There  is  no  provision  in  the  Trademark  Act  for  registration  of 
a  mark  in  a  request  for  an  extension  of  protection  on  the 
Supplemental  Register.  If  the  proposed  mark  is  not  registrable 
on  the  Principal  Register,  the  extension  of  protection  must  be 
refused.  Section  68(a)(4)  of  the  Trademark  Act,  15  U.S.C. 
§1141h(a)(4);  37  C.FR.  §§2.47(c)  and  2.75(c). 

4.  Refusal  Must  Be  Made  Within  18  Months 

Under  §68(c)  of  the  Trademark  Act  and  Article  5  of  the 
Protocol,  the  USPTO  must  notify  the  IB  of  any  refusal  entered 
in  a  §66(a)  application  within  18  months  of  the  date  the  IB 
sends  the  request  for  extension  of  protection  to  the  USPTO. 
See  section  IV.C  below. 
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5.  Issuing  OflBce  Actions 

The  USPTO  will  send  the  first  Office  action  in  a  §66(a) 
application  to  the  IB.  The  IB  will  send  it  to  the  holder 
(apphcant).  The  USPTO  will  send  second  and  subsequent 
Office  actions  directly  to  the  applicant,  at  the  correspondence 
address  set  forth  in  the  request  for  extension  of  protection  to 
the  United  States,  or  to  the  correspondence  address  provided  in 
a  subsequent  communication  filed  in  the  USPTO. 

6.  Correspondence  Address 

The  USPTO  will  accept  a  notice  of  change  of  the  correspon- 
dence address  in  a  §66(a)  application  or  a  registered  extension 
of  protection  to  the  United  States,  and  will  send  correspon- 
dence to  the  new  address.  See  TMEP  §§603  et  seq.  regarding 
the  procedures  for  establishing  and  changing  the  correspon- 
dence address  in  the  USPTO.  However,  this  will  not  change 
the  representative  designated  in  the  international  registration.  A 
request  to  record  a  change  of  the  name  or  address  of  the 
representative  designated  in  the  international  registration  must 
be  filed  with  the  IB;  it  cannot  be  filed  through  the  USPTO. 
There  are  forms  on  the  IB  website  at  http://www.wipo.int/ 
madrid/en/.  See  Common  Reg.  36(i). 

7.  Mark  Cannot  Be  Amended 

The  Madrid  Protocol  and  the  Common  Regulations  do  not 
permit  amendment  of  a  mark  in  an  international  registration.  If 
the  holder  of  the  international  registration  wants  to  change  the 
mark  in  any  way,  even  slightly,  the  holder  must  file  a  new 
intemationail  application.  The  IB's  Guide  to  International 
Registration,  Para.  B. 11.69. 02  (2002),  provides  as  follows: 

[Tjhere  is  no  provision  for  a  mark  that  is  recorded  in  the 
International  Register  to  be  amended  in  any  way,  either  on 
renewal  or  at  any  other  time.  If  the  holder  wishes  to  protect  the 
mark  in  a  form  which  differs,  even  slightly,  from  the  mark  as 
recorded,  he  must  file  a  new  international  application.  This  is 
true  even  if  the  mark  has  been  allowed  to  be  changed  in  the 
basic  application,  the  registration  resulting  from  the  basic 
application  or  the  basic  registration,  as  the  case  may  be  (where 
such  change  is  possible  according  to  the  law  of  the  Contracting 
Party  whose  Office  is  the  Office  of  origin).... 

Accordingly,  because  an  application  under  §  66(a)  is  a  request 
to  extend  protection  of  the  mark  in  an  international  registration 
to  the  United  States,  37  C.F.R.  §2.72  makes  no  provision  for 
amendment  of  the  mark  in  a  §  66(a)  application,  and  the 
USPTO  will  not  permit  any  such  amendments.  See  notice  at  68 
FR  55748,  55756  (Sept.  26,  2003). 

Similarly,  after  registration,  a  registrant  cannot  amend  a  mark 
under  §7  of  the  Trademark  Act.  See  section  FV.N  below. 

8.  Jurisdiction 


The  provisions  with  respect  to  requesting  jurisdiction  over 
published  §66(a)  applications  are  similar  to  those  for  applica- 
tions under  §§l(a)  and  44  of  the  Trademark  Act.  37  C.F.R. 
§2.84.  However,  when  deciding  whether  to  grant  requests  for 
jurisdiction  of  §66(a)  applications,  the  Director  must  consider 
the  time  limits  for  notifying  the  IB  of  a  refusal  of  a  §66(a) 
application,  set  forth  in  Article  5(2)  of  the  Madrid  Protocol  and 
§68(c)  of  the  Trademark  Act. 

C.  Notice  of  Refusal 


Section  68(c)  of  the  Trademark  Act,  15  U.S.C.  §1141h(c); 
Article  5  of  the  Protocol. 

If  the  USPTO  does  not  send  a  notification  of  refusal  of  the 
request  for  extension  of  protection  to  the  IB  within  18  months, 
the  request  for  extension  of  protection  cannot  be  refused. 
Section  68(c)(4)  of  the  Trademark  Act;  Article  5(5);  Madrid 
Reg.  17(2)(iv);  Guide  to  International  Registration  Paras 
B.III.44.06  and  B.III.45.03  (2002).  If  the  USPTO  sends  a 
notification  of  refusal,  no  grounds  of  refusal  other  than  those 
set  forth  in  the  notice  can  be  raised  more  than  1 8  months  after 
the  filing  date  of  the  request  for  extension  of  protection. 
Section  68(c)(3)  of  the  Trademark  Act. 

2.  Requirements  for  Notice  of  Refusal 

A  final  decision  is  not  necessary;  a  provisional  refusal  is 
sufficient  to  meet  the  18  month  requirement.  Under  Common 
Reg.  17,  a  notice  of  provisional  refusal  must  be  dated  and 
signed  by  the  USPTO  and  must  contain: 

•  The  number  of  the  international  registration,  preferably 
accompanied  by  an  indication  of  the  mark; 

•  All  grounds  of  refusal; 

•  If  there  is  a  conflicting  mark,  the  filing  date,  number, 
priority  date  (if  any),  the  registration  date  and  number  (if 
available),  the  name  and  address  of  the  owner,  reproduction  of 
the  conflicting  mark,  and  list  of  goods/services; 

•  A  statement  that  the  provisional  refusal  affects  all  the  goods 
and  services,  or  a  list  of  the  goods/services  affected; 

•  The  procedures  and  time  limit  for  contesting  the  refusal, 
i.e.,  period  for  response  or  appeal  of  the  refusal,  and  the 
authority  with  which  an  appeal  can  be  filed; 

•  If  the  refusal  is  based  on  an  opposition,  the  name  and 
address  of  the  opposer. 

Where  refusal  is  based  on  examination,  the  notice  should  state 
that  there  is  a  possibility  that  the  mark  will  later  be  opposed. 

The  IB  will  record  the  provisional  refusal  in  the  International 
Register  and  transmit  it  to  the  holder  of  the  registration.  Article 
5(3);  Common  Reg.  17(4). 

If  the  USPTO' s  notification  of  refusal  is  deficient,  the  IB  will 
notify  both  the  holder  and  the  USPTO  of  the  irregularity. 
Common  Reg.  18. 

3.  What  Happens  After  Notification  of  Refusal 

The  holder  of  an  international  registration  who  applies  for  an 
extension  of  protection  to  the  United  States  will  receive  the 
notification  of  refusal  through  the  IB.  The  holder  must  respond 
directly  to  the  USPTO.  Standard  examination  procedures  are 
used  to  examine  §66(a)  applications. 

4.  Refusal  Pertaining  to  Less  Than  All  the  Goods/ 
Services 

Where  a  notification  of  refusal  in  a  §66(a)  application  does  not 
pertain  to  all  the  goods/services,  the  mark  is  protected  for  the 
remaining  goods/services,  even  if  the  holder  does  not  respond 
to  the  notification  of  refusal.  Sections  68(c)  and  69(a)  of  the 
Trademark  Act,  15  U.S.C.  §§1141h(c)  and  1141141h(c)  and 
1141i(a),  provide  that  an  application  under  §66(a)  of  the 
Trademark  Act  is  automatically  protected  with  respect  to  any 
goods  or  services  for  which  the  USPTO  has  not  timely  notified 
the  IB  of  a  refusal. 


1.  Notice  Must  be  Sent  Within  18  Months 

Within  18  months  of  the  date  the  IB  forwards  a  request  for 
extension  of  protection,  the  USPTO  must  transmit: 

(1)  A  notification  of  refusal  based  on  examination; 

(2)  A  notification  of  refusal  based  on  the  filing  of  an 
opposition;  or 

(3)  A  notification  of  the  possibility  that  an  opposition  may  be 
filed  after  expiration  of  the  18  month  period.  If  the  USPTO 
notifies  the  IB  of  the  possibility  of  opposition,  it  must  send  the 
notification  of  refusal  within  7  months  after  the  beginning  of 
the  opposition  period  or  within  one  month  after  the  end  of 
opposition  period,  whichever  is  earlier. 


Accordingly,  37  C.F.R.  §2. 65(a)  provides  that  if  a  refusal  or 
requirement  is  expressly  limited  to  only  certain  goods/services 
and  the  applicant  fails  to  file  a  response  or  a  complete  response 
to  the  refusal  or  requirement,  the  application  shall  be  aban- 
doned only  as  to  those  particular  goods/services.  See  Exam 
Guide  No.  1-03,  section  III  for  further  information  about 
partial  abandonment. 

5.  Confirmation  or  Withdrawal  of  Provisional  Refusal 

If  the  USPTO  has  sent  a  notice  of  provisional  refusal,  once 
procedures  regarding  the  refusal  are  complete,  the  USPTO 
must  notify  the  IB  that  (1)  protection  is  refused  for  all 
goods/services;  or  (2)  the  mark  is  protected  for  all  goods/ 
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services;  or  (3)  the  mark  is  protected  for  some  specified 
goods/services.  Common  Reg.  17(5).  The  IB  will  record  this 
and  send  it  to  the  holder. 

D.  Opposition 

Section  68(a)(2)  of  the  Trademark  Act,  15  U.S.C. 
§1141h(a)(2),  provides  that  a  request  for  extension  of  protec- 
tion is  subject  to  opposition  under  §13  of  the  Trademark  Act. 
As  noted  above,  the  USPTO  must  notify  the  IB  within  18 
months  of  the  filing  date  of  the  request  for  extension  of 
protection  of:  (1)  a  notification  of  refusal  based  on  the  filing  of 
an  opposition;  or  (2)  a  notification  of  the  possibility  that  an 
opposition  may  be  filed  after  expiration  of  the  18-  month 
period. 

The  notice  must  state  the  dates  on  which  the  opposition  period 
begins  and  ends,  if  known.  If  the  dates  are  unknown,  the 
USPTO  must  communicate  them  to  the  IB  "at  the  latest  at  the 
same  time  as  any  notification  of  a  provisional  refusal  based  on 
an  opposition."  Common  Reg.  16(l)(b). 

Any  notification  of  refusal  on  the  basis  of  opposition  must  be 
received  by  the  IB  within  7  months  after  the  beginning  of  the 
opposition  period  or  within  one  month  after  the  end  of  the 
opposition  period,  whichever  is  earlier.  Section  68(c)(2)  of  the 
Trademark  Act,  15  U.S.C.  §11411h(c)(2);  Article  5(2)(c)(ii). 

An  opposition  to  a  §66(a)  application  must  be  filed  through  the 
Electronic  System  for  Trademark  Trials  and  Appeals 
("ESTTA").  37  C.F.R.  §2.101(b)(2).  The  notice  of  opposition 
must  include  all  fees  for  each  party  opposer  to  oppose  the 
registration  in  all  classes  specified  in  the  opposition.  37  C.F.R. 
§2. 101(d)(2).  Once  filed,  an  opposition  to  a  §66(a)  application 
may  not  be  amended  to  change  or  add  to  the  grounds  for 
opposition  or  to  add  to  the  goods  or  services  opposed.  37 
C.F.R.  §2. 107(b). 

Request  for  Extension  of  Time  to  Oppose.  A  request  for 
extension  of  time  to  oppose  a  §66(a)  application  must  be  filed 
through  ESTTA.  37  C.F.R.  §2. 102(a)(2). 

No  more  than  three  requests  to  extend  the  time  for  filing  an 
opposition  may  be  filed.  The  time  for  filing  an  opposition  may 
not  be  extended  beyond  180  days  from  the  date  of  publication. 
37  C.F.R.  §2. 102(c).  This  also  applies  to  §1  and  §44  applica- 
tions. 

E.  Certificate  of  Extension  of  Protection 

If  the  mark  in  a  §66(a)  application  is  published  for  opposition 
and  is  not  opposed,  or  if  the  application  survives  all  opposi- 
tions filed,  the  USPTO  will  issue  a  certificate  of  extension  of 
protection  and  publish  notice  of  such  certificate  in  the  Official 
Gazette.  Section  69(a)  of  the  Trademark  Act,  15  U.S.C. 
§1141i(a).  From  the  date  of  issuance  of  the  certificate,  the 
extension  of  protection  has  the  same  effect  and  validity  as  a 
registration  on  the  Principal  Register,  and  the  holder  of  the 
international  registration  has  the  same  rights  and  remedies  as 
the  owner  of  a  registration  on  the  Principal  Register.  Section 
69(b)  of  the  Trademark  Act.  The  certificate  of  registration  will 
look  the  same  as  the  certificate  issued  for  registrations  result- 
ing from  applications  based  on  §§1  and  44  of  the  Trademark 
Act. 

Upon  registration,  the  USPTO  will  refer  to  an  extension  of 
protection  to  the  United  States  as  a  "registration,"  "registered 
extension  of  protection,"  or  a  "§66(a)  registration."  37  C.F.R. 
§7.25(c). 

A  registered  extension  of  protection  always  remains  part  of  the 
international  registration.  In  this  respect,  a  registered  extension 
of  protection  diiTers  from  a  §44  registration.  Section  44 
registrations  exist  independent  of  the  underlying  foreign  reg- 
istration. 15  U.S.C.  §1126(f). 

F.  Assignment  of  Extension  of  Protection  to  the  United 
States 

Under  §72  of  the  Trademark  Act,  15  U.S.C.  §1141/,  an 
extension  of  protection  to  the  United  States  may  be  assigned, 
together  with  the  goodwill  associated  with  the  mark,  only  to  a 
person  who  is  a  national  of,  is  domiciled  in,  or  has  a  bona  fide 
and  effective  industrial  or  commercial  establishment  in  a 


country  that  is  party  to  the  Madrid  Protocol  (or  in  a  country 
that  is  a  member  of  an  intergovernmental  organization  that  is  a 
party  to  the  Madrid  Protocol). 

Because  the  extension  of  protection  remains  part  of  the 
international  registration,  assignments  of  extensions  of  protec- 
tion to  the  United  States  must  be  recorded  at  the  IB.  The  IB 
will  notify  the  USPTO  of  any  changes  in  ownership  recorded 
in  the  International  Register.  The  USPTO  will  record  only 
those  assignments  (or  other  documents  of  title)  that  have  been 
recorded  in  the  International  Register,  and  will  automatically 
update  TRAM  and  TARR  to  reflect  these  changes.  Section  10 
of  the  Trademark  Act  and  37  C.F.R.  Part  3  do  not  apply  to 
assignments  of  an  international  registration  or  an  extension  of 
protection  to  the  United  States.  37  C.F.R.  §7.22. 

See  section  VI. A.  1  below  regarding  requests  to  record  a 
change  of  ownership  in  the  International  Register. 

G.  Invalidation  of  Protection  in  United  States 

A  registered  extension  of  protection  to  the  United  States  may 
be  invalidated  in  an  administrative  or  judicial  proceeding, 
governed  by  U.S.  law,  such  as  a  cancellation  proceeding  before 
the  Trademark  Trial  and  Appeal  Board  or  a  federal  court 
proceeding.  The  USPTO  must  notify  the  IB  if  an  extension  of 
protection  to  the  United  States  is  invalidated.  Article  5(6)  of 
the  Protocol.  The  requirements  for  a  notice  of  invalidation  are 
set  forth  in  Common  Reg.  19. 

H.  Cancellation  of  International  Registration  By  IB 

If  the  IB  notifies  the  USPTO  that  the  international  registration 
has  been  cancelled  with  respect  to  some  or  all  of  the  goods/ 
services,  the  USPTO  will  cancel  the  extension  of  protection 
with  respect  to  such  goods/services  as  of  the  date  that  the  IB 
cancelled  the  international  registration.  Section  70(a)  of  the 
Trademark  Act,  15  U.S.C.  §1141j;  37  C.FR.  §7.30. 

An  international  registration  is  dependent  on  the  basic  appli- 
cation and/or  basic  registration  for  5  years  after  the  date  of  the 
international  registration.  Article  6(3)  of  the  Protocol.  If  the 
basic  application  or  registration  is  restricted,  abandoned,  can- 
celled, or  expired,  with  respect  to  some  or  all  of  the  goods  and 
services  listed  in  the  international  registration,  the  Office  of 
Origin  will  notify  the  IB,  and  the  IB  will  cancel  (or  restrict)  the 
international  registration.  Article  6(4)  of  the  Protocol.  See 
section  II. I  above. 

See  section  V  below  regarding  renewal  and  expiration  of 
international  registrations. 

I.  Transformation  to  Application  Under  §1  or  §44 

If  the  IB  cancels  an  international  registration  in  whole  or  in 
part  at  the  request  of  the  Office  of  Origin  under  Article  6(4)  of 
the  Protocol  due  to  cancellation  of  the  basic  application  or 
registration,  the  holder  of  the  registration  may  "transform"  the 
extension  of  protection  into  an  application  under  §  1  or  §44  of 
the  Trademark  Act  for  registration  of  the  same  mark  for  any  or 
all  of  the  cancelled  goods  and  services  that  were  covered  by 
the  extension  of  protection  of  the  international  registration  to 
the  United  States.  Section  70(c)  of  the  Trademark  Act,  15 
U.S.C.  §1141j;  Article  Q'^"'"'!"'^^  of  the  Protocol. 

1.  Requirements  for  Transformation 

The  request  for  transformation  must  be  filed  within  3  months 
after  the  date  on  which  the  international  registration  was 
cancelled,  in  whole  or  in  part.  Article  9q"'"q"i"(i);  Section  70(c) 
of  the  Trademark  Act.  The  request  must  be  filed  through 
TEAS,  and  include: 

(1)  The  serial  number  or  registration  number  of  the  exten- 
sion of  protection  to  the  United  States; 

(2)  The  name  and  address  of  the  holder  of  the  international 
registration; 

(3)  The    application    filing    fee   required    by    37    C.F.R. 
§2.6(a)(l)  for  at  least  one  class  of  goods  or  services;  and 

(4)  An  e-mail  address  for  receipt  of  correspondence  from  the 
USPTO. 
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37  C.F.R.  §7.3 1(a). 

The  holder  must  file  the  request  for  transformation  directly 
with  the  USPTO,  and  it  will  be  examined  as  a  regular 
application  under  U.S.  law.  The  IB  is  not  involved  and  should 
not  be  notified  of  the  filing  of  the  request  for  transformation. 

Under  §70(c)  of  the  Trademark  Act  and  Article  9'^"'"'^""^'  of  the 
Protocol,  transformation  may  take  place  only  if  the  interna- 
tional registration  is  cancelled  or  restricted  at  the  request  of  the 
Office  of  Origin  under  Article  6(4)  of  the  Protocol,  due  to  the 
cancellation  of  the  basic  application  and/or  registration.  It  is 
not  available  if  the  international  registration  expires  for  failure 
to  renew,  or  is  cancelled  or  restricted  at  the  request  of  the 
holder,  or  cancelled  or  restricted  for  any  other  reason. 

2.  Examination  of  Transformed  Application 

A  new  application  under  §  1  or  §44  of  the  Trademark  Act  must 
comply  with  all  the  requirements  of  the  Trademark  Act  and 
Trademark  Rules  of  Practice.  37  C.F.R.  §7.3 1(c).  The  USPTO 
will  assign  a  new  serial  number,  and  will  link  the  prosecution 
history  of  the  §66(a)  application  to  the  new  "transformed" 
application. 

The  USPTO  will  treat  the  new  application  as  if  it  had  been  filed 
on  (1)  the  international  registration  date,  if  the  request  for 
extension  of  protection  to  the  United  States  was  made  in  the 
international  application,  or  (2)  the  date  of  recordal  of  the 
subsequent  designation  with  the  IB,  if  the  request  for  extension 
of  protection  to  the  United  States  was  made  in  a  subsequent 
designation.  If  the  extension  of  protection  was  entitled  to 
priority  under  §67  of  the  Trademark  Act,  the  new  application 
is  entitled  to  the  same  priority. 

If  an  examining  attorney  has  already  performed  a  search  for 
conflicting  marks,  he  or  she  does  not  have  to  conduct  a  new 
search,  since  the  efi^ective  filing  date  will  not  change. 

The  examining  attorney  should  review  the  identification  of 
goods/services  to  ensure  that  the  goods/services  set  forth  in  the 
request  for  transformation  are  within  the  scope  of  the  goods/ 
services  in  the  §66(a)  application  that  were  restricted,  aban- 
doned, cancelled,  or  expired. 

If  the  mark  in  the  §66(a)  appfication  has  already  been 
published  or  registered,  repubUcation  will  be  required. 

Generally,  in  examining  a  "transformed"  §66(a)  application 
that  has  already  been  pubUshed  or  registered,  the  Office  will 
only  issue  requirements  or  refusals  concerning  matters  related 
to  the  §1  or  §44  basis. 

The  examining  attorney  should  not  require  the  applicant  to 
change  the  classification  in  the  transformed  appfication  from 
the  classification  given  to  the  goods/services  by  the  IB.  See 
section  IV.B.2  above  for  further  information  about  classifica- 
tion in  international  applications  and  registrations. 

J.  Renewal  of  Registered  Extension  of  Protection  to  the 
United  States 

Renewal  of  international  registrations  is  handled  by  the  IB,  and 
governed  by  Article  7  of  the  Protocol  and  Common  Regs.  29 
-  31.  See  section  V  below. 

Under  §70(b)  of  the  Trademark  Act,  15  U.S.C.  §1141j(b),  and 
Article  3""^(2)  of  the  Protocol,  if  the  IB  does  not  renew  an 
international  registration,  the  IB  will  notify  the  USPTO  that  the 
registration  has  expired.  The  corresponding  extension  of  pro- 
tection to  the  United  States  will  expire  as  of  the  expiration  date 
of  the  international  registration.  The  USPTO  will  cancel  the 
extension  of  protection. 

Section  9  of  the  Trademark  Act  does  not  require  renewal  of  an 
extension  of  protection  to  the  United  States.  However,  as  noted 
below,  the  holder  must  file  affidavits  of  use  or  excusable 
nonuse  under  §71  of  the  Trademark  Act. 

K.  Affidavits  of  Use  or  Excusable  Nonuse 

Under  §71  of  the  Trademark  Act,  15  U.S.C.  §1141k,  an 
extension  of  protection  to  the  United  States  wiU  be  cancelled 
unless  the  holder  of  the  international  registration  periodically 


files  affidavits  of  use  in  commerce  or  excusable  nonuse  ("§71 
affidavit").  The  affidavits  must  include  (1)  a  verified  statement 
by  the  holder  that  the  mark  is  in  use  in  commerce,  and  a 
specimen  of  use,  or  (2)  a  verified  statement  setting  forth  that 
any  nonuse  is  due  to  special  circumstances  which  excuse  such 
nonuse  and  is  not  due  to  any  intention  to  abandon  the  mark. 
These  affidavits  must  be  filed: 

(1)  Between  the  5th  and  6th  year  after  the  date  on  which  the 
USPTO  issues  the  certificate  of  extension  of  protection;  and 

(2)  Within  the  6-month  period  preceding  the  end  of  every 
10-year  period  after  the  date  on  which  the  USPTO  issues  the 
certificate  of  extension  of  protection,  or  within  a  3 -month  grace 
period  with  an  additional  surcharge. 

Section  71  provides  a  3-month  grace  period  for  filing  the 
10-year  §71  affidavit  with  an  additional  surcharge.  There  is  no 
grace  period  for  filing  the  6-year  §71  affidavit.  Unlike  §8(c)(2) 
of  the  Trademark  Act,  §71  does  not  provide  for  correction  of 
deficiencies  after  expiration  of  the  statutory  filing  period.  The 
requirements  for  a  §71  affidavit  are  set  forth  in  37  C.F.R.  §7.37. 

Since  the  §71  affidavit  cannot  be  filed  until  5  years  after  the 
USPTO  registers  an  extension  of  protection,  the  USPTO  will 
not  accept  these  affidavits  until  after  November  2,  2008. 

L.  Incontestability 

Under  Section  73  of  the  Trademark  Act,  15  U.S.C.  §1141m,  if 
the  holder  files  an  affidavit  that  meets  the  requirements  of 
Section  15  of  the  Trademark  Act,  an  extension  of  protection  to 
the  United  States  will  become  "incontestable". 

The  USPTO  will  not  accept  these  affidavits  until  after  Novem- 
ber 2,  2008. 

M.  Replacement 

If  a  U.S.  national  registration  and  a  subsequently  issued 
certificate  of  extension  of  protection  to  the  United  States  are 
(1)  owned  by  the  same  person,  (2)  identify  the  same  mark,  and 
(3)  list  the  same  goods  or  services,  the  extension  of  protection 
shall  have  the  same  rights  as  those  accrued  to  the  U.S.  national 
registration  at  the  time  the  certificate  of  extension  of  protection 
issues.  §74  of  the  Trademark  Act,  15  U.S.C.  §114 In;  Article 
4  "  of  the  Protocol;  37  C.FR.  §7.28(a). 

Legally,  replacement  takes  place  automatically,  by  operation  of 
law.  However,  the  USPTO  will  note  the  replacement  in  its 
records  (and  notify  the  IB  accordingly)  only  if  the  holder  of  a 
registered  extension  of  protection  files  a  request  that  it  do  so. 
A  request  to  note  replacement  of  a  U.S.  national  registration 
with  an  extension  of  protection  must  include: 

(1)  The  serial  number  or  registration  number  of  the  exten- 
sion of  protection  to  the  United  States; 

(2)  The  registration  number  of  the  replaced  U.S.  registration; 
and 

(3)  The  fee  required  by  37  C.F.R.  §7.6. 

See  37  C.F.R.  §7.28(b). 

The  holder  cannot  file  the  request  to  note  replacement  of  the 
U.S.  national  registration  until  the  registration  based  on  the 
request  for  extension  of  protection  issues. 

"Replacement"  does  not  invalidate  the  U.S.  national  registra- 
tion. The  U.S.  national  registration  remains  on  the  register, 
with  all  the  rights  attaching  to  such  a  registration,  so  long  as 
the  holder  renews  the  registration  under  §9  of  the  Trademark 
Act  and  files  the  necessary  affidavits  of  use  or  excusable 
nonuse  under  §8  of  the  Trademark  Act.  37  C.F.R.  §7.29.  It  is 
up  to  the  holder  to  decide  whether  to  maintain  the  replaced 
U.S.  national  registration. 

N.  Amendment  of  Registered  Extension  of  Protection  to  the 
United  States 

All  requests  to  record  changes  to  an  international  registration 
must  be  filed  at  the  IB.  Accordingly,  the  holder  of  a  registered 
extension  of  protection  of  an  international  registration  to  the 
United  States  cannot  file  an  amendment  under  §7  of  the 
Trademark  Act.  The  USPTO  will  not  accept  an  amendment  of 
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a  registered  extension  of  protection  that  has  not  been  recorded 
in  the  International  Register.  See  section  VI.  A  below  regarding 
requests  to  record  changes  at  the  IB. 

V.  RENEWAL  OF  INTERNATIONAL  REGISTRATIONS 

The  term  of  an  international  registration  is  10  years,  and  it  may 
be  renewed  for  10  years  upon  payment  of  the  renewal  fee. 
Articles  6(1)  and  7(1)  of  the  Protocol.  Renewal  of  international 
registrations  must  be  made  at  the  IB,  in  accordance  with 
Article  7  of  the  Protocol  and  Common  Regs.  29-31.  There  is 
a  renewal  form  on  the  IB  website  at  http://www.wipo.int/ 
madrid/en/. 

The  USPTO  will  not  process  a  request  to  renew  an  interna- 
tional registration  nor  forward  it  to  the  IB.  37  C.F.R.  §7.41. 

The  IB  notifies  the  Contracting  Parties  designated  for  exten- 
sions of  protection  of  renewal  or  non-renewal. 

See  section  IV.J  above  regarding  renewal  of  an  extension  of 
protection  to  the  United  States. 

VI.  COMMUNICATIONS  WITH  INTERNATIONAL  BU- 
REAU REGARDING  INTERNATIONAL  REGISTRA- 
TIONS 

Information  about  communicating  directly  with  the  IB  is 
available  on  the  WIPO  website,  currently  at  http://www.wi- 
po.int/madrid/en/.  The  applicant  may  contact  the  IB  by  mail  to 
the  World  Intellectual  Property  Organization,  34  chemin  des 
Colombettes,  RO.  Box  18,  CH-1211  Geneva  20,  Switzerland; 
by  telephone  at  41  22  338  9111;  by  fax  to  41  22  740  1429;  or 
by  e-mail  to  intreg. mail @wipo. int. 

A.  Recording  Changes  in  International  Register 

Requests  to  record  changes  to  an  international  registration 
must  be  filed  with  the  IB.  Such  requests  are  governed  by 
Articles  9  and  9'"'  and  Common  Reg.  25. 

There  are  only  two  limited  situations  in  which  these  requests 
may  be  filed  with  the  IB  through  the  USPTO: 

(1)  an  assignment  that  meets  the  requirements  of  37  C.F.R. 
§7. 23(a)  (see  section  VI.A.l  below);  or 

(2)  a  security  interest  or  other  restriction  of  a  holder's  right 
to  dispose  of  an  international  registration  (or  the  release  of 
such  a  restriction)  that  meets  the  requirements  of  37  C.F.R. 
§§7.24(a)  and  (b)  (see  section  VI.A.2  below). 

37  C.FR.  §7.22. 

All  other  requests  to  record  changes  must  be  filed  with  the  IB. 
There  are  forms  for  filing  requests  to  record  changes  on  the  IB 
website  at  http://www.wipo.int/madrid/en/. 

1.  Change  in  Ownership  of  International  Registration 

The  IB  will  record  a  change  in  ownership  by  assignment, 
merger,  court  decision,  or  operation  of  law,  at  the  request  of  the 
holder,  the  Contracting  Party  of  the  holder,  or  an  interested 
person  (Article  9;  Common  Reg.  25(l)(a)(i)).  The  change  may 
relate  to  some  or  all  of  the  goods/services  in  some  or  all  of  the 
designated  Contracting  Parties.  A  fee  is  required. 

Most  requests  to  record  changes  of  ownership  must  be  filed 
directly  with  the  IB.  There  is  a  form  available  on  the  IB 
website  at  http://www.wipo.int/madrid/en/.  The  IB  does  not 
require  copies  of  assignments  or  other  supporting  documents. 

The  USPTO  will  accept  for  submission  and  forward  to  the  IB 
a  request  to  record  a  change  of  ownership  only  if: 

(1)  the  assignee  cannot  obtain  the  assignor's  signature  on  the 
request  to  record  the  change;  and 

(2)  the  assignee  is  a  national  of,  is  domiciled  in,  or  has  a  real 
and  effective  industrial  or  commercial  establishment  in  the 
United  States. 


37  C.FR.  §7.23. 

No  other  requests  to  record  changes  of  ownership  can  be  filed 
through  the  USPTO.  37  C.FR.  §§7.22  and  7.23. 

A  request  to  record  a  change  of  ownership  filed  through  the 
USPTO  must  include: 

•  The  international  registration  number; 

•  The  name  and  address  of  the  holder  of  the  international 
registration; 

•  The  name  and  address  of  the  assignee  of  the  international 
registration; 

•  A  statement  that  the  assignee:  (i)  is  a  national  of  the  United 
States;  (ii)  has  a  domicile  in  the  United  States;  or  (iii)  has  a  real 
and  effective  industrial  or  commercial  establishment  in  the 
United  States.  Where  an  assignee's  address  is  not  in  the  United 
States,  the  assignee  must  provide  the  address  of  its  U.S. 
domicile  or  establishment; 

•  A  statement  that  the  assignee  could  not  obtain  the  assign- 
or's signature  for  the  request  to  record  the  assignment; 

•  An  indication  that  the  assignment  applies  to  the  designa- 
tion to  the  United  States; 

•  A  statement  that  the  assignment  applies  to  all  the  goods/ 
services  in  the  international  registration,  or  if  less,  a  list  of  the 
goods/services  in  the  international  registration  that  have  been 
assigned  that  pertain  to  the  designation  to  the  United  States; 
and 

•  The  USPTO  transmittal  fee  required  by  37  C.FR.  §7.6  and 
the  international  fee(s)  required  by  the  IB  to  record  the 
assignment. 

37  C.FR.  §7.23(a). 

If  the  request  meets  the  requirements  of  37  C.F.R.  §7. 23(a),  the 
USPTO  will  forward  it  to  the  IB.  37  C.FR.  §7.23(b).  If  the 
request  does  not  meet  these  requirements,  the  USPTO  will 
refuse  to  forward  the  request  to  the  IB,  and  will  notify  the 
holder  of  the  reasons.  The  USPTO  will  not  refund  the 
transmittal  fee.  37  C.FR.  §7.23(c). 

If  a  request  to  record  a  change  sent  through  the  USPTO  is 
irregular,  the  IB  will  notify  both  the  USPTO  and  the  holder. 
Common  Reg.  26(1).  The  holder  must  file  a  response  to  any 
notice  of  irregularity  with  the  IB;  the  response  cannot  be  filed 
through  the  USPTO.  37  C.FR.  §7.23(d). 

Section  10  of  the  Trademark  Act  and  37  C.F.R.  Part  3  do  not 
apply  to  assignments  of  an  international  registration.  37  C.F.R. 

§7.22. 

The  validity  of  a  change  in  ownership  with  respect  to  a 
particular  Contracting  Party  is  governed  by  the  law  of  that 
Contracting  Party.  The  ofBce  of  a  designated  Contracting  Party 
may  declare  that  a  change  in  ownership  has  no  effect  in  its 
territory.  The  declaration  must  be  sent  to  the  IB  within  18 
months  of  the  date  of  IB's  notification  of  the  change.  Common 
Reg.  27(4). 

2.  Restriction  of  Holder's  Rights  of  Disposal 

Under  Common  Reg.  20(1  )(a),  the  holder  of  an  international 
registration  or  the  Contracting  Party  of  the  holder  {i.e.  a 
Contracting  Party  in  which  the  holder  is  a  national,  is  domi- 
ciled, or  has  a  real  and  effective  business  or  commercial 
establishment)  may  inform  the  IB  that  the  holder's  right  to 
dispose  of  the  international  registration  has  been  restricted  in 
whole  or  in  part.  Under  Common  Reg.  20(1  )(b),  the  Office  of 
any  designated  Contracting  Party  may  inform  the  IB  that  the 
holder's  right  of  disposal  has  been  restricted  in  the  territory  of 
that  Contracting  Party.  Examples  of  restrictions  on  the  holder's 
right  to  dispose  are  security  interests,  and  court  orders  con- 
cerning the  disposal  of  the  assets  of  the  holder. 

The  USPTO  will  accept  for  submission  and  forward  to  the  IB 
a  request  to  record  a  restriction  of  a  holder's  right  to  dispose  of 
an  international  registration,  or  the  release  of  such  a  restriction 
only  if. 

(1)  (i)  the  restriction  is  the  result  of  a  court  order;  or  (ii)  the 
restriction  is  the  result  of  an  agreement  between  the  holder  of 
the  international  registration  and  the  party  restricting  the 
holder's  right  of  disposal,  and  the  signature  of  the  holder  of  the 
international  registration  cannot  be  obtained; 
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(2)  the  party  who  obtained  the  restriction  is  a  national  of,  is 
domiciled  in,  or  has  a  real  and  effective  industrial  or  commer- 
cial establishment  in  the  United  States;  and 

(3)  the  restriction  or  release  applies  to  the  holder's  right  to 
dispose  of  the  international  registration  in  the  United  States. 

37  C.F.R.  §7.23(a). 

All  other  requests  to  record  restrictions  must  be  filed  with  the 
IB.  37  C.F.R.  §§7.22  and  7.24(a). 

A  request  to  record  a  restriction  filed  through  the  USPTO  must 
include: 

•  The  international  registration  number; 

•  The  name  and  address  of  the  holder  of  the  international 
registration; 

•  The  name  and  address  of  the  party  who  obtained  the 
restriction; 

•  A  statement  that  the  party  who  submitted  the  request:  (i)  is 
a  national  of  the  United  States;  (ii)  has  a  domicile  in  the  United 
States;  or  (iii)  has  a  real  and  effective  industrial  or  commercial 
establishment  in  the  United  States.  Where  a  party's  address  is 
not  in  the  United  States,  the  party  must  provide  the  address  of 
its  U.S.  domicile  or  establishment; 

•  A  statement  that  (i)  the  restriction  is  the  result  of  a  court 
order,  or  (ii)  where  the  restriction  is  the  result  of  an  agreement 
between  the  holder  of  the  international  registration  and  the 
party  restricting  the  holder's  right  of  disposal,  a  statement  that 
the  signature  of  the  holder  of  the  international  registration 
could  not  be  obtained  for  the  request  to  record  the  restriction  or 
release  of  the  restriction; 

•  A  summary  of  the  main  facts  concerning  the  restriction; 

•  An  indication  that  the  restriction,  or  the  release  of  the 
restriction,  of  the  holder's  right  of  disposal  of  the  international 
registration  applies  to  the  designation  to  the  United  States;  and 

•  The  U.S.  transmittal  fee  required  by  37  C.F.R.  §7.6. 

37  C.F.R.  §7.24(b). 

If  the  request  meets  the  requirements  of  37  C.F.R.  §7. 24(b),  the 
USPTO  will  forward  it  to  the  IB.  37  C.FR.  §7.24(c).  If  the 
request  does  not  meet  these  requirements,  the  USPTO  will 
refuse  to  forward  the  request  to  the  IB,  and  will  notify  the 
holder  of  the  reasons.  The  USPTO  will  not  refund  the 
transmittal  fee.  37  C.FR.  §7.24(d). 

If  a  request  to  record  a  restriction  sent  through  the  USPTO  is 
irregular,  the  IB  will  notify  both  the  USPTO  and  the  holder. 
Common  Reg.  26(1).  The  holder  must  file  a  response  to  any 
notice  of  irregularity  with  the  IB;  the  response  cannot  be  filed 
through  the  USPTO.  37  C.FR.  §7.24(e). 

Section  10  of  the  Trademark  Act  and  37  C.F.R.  Part  3  do  not 
apply  to  restrictions  of  a  holder's  right  to  dispose  of  an 
international  registration.  37  C.F.R.  §7.22. 

3.  Change  of  the  Holder's  Name  or  Address 

A  request  to  record  a  change  of  the  holder' s  name  or  address 
must  be  filed  with  the  IB;  it  cannot  be  filed  through  the 
USPTO.  There  is  a  form  on  the  IB  website  at  http://www.wi- 
po.int/madrid/en/.  Article  9^"^  Common  Reg.  25(2). 

4.  Change  of  Name  or  Address  of  Representative 

A  request  to  record  a  change  of  the  representative's  name  or 
address  must  be  filed  with  the  IB;  it  cannot  be  filed  through  the 
USPTO.  There  are  forms  on  the  IB  website  at  http://www.wi- 
po.int/madrid/en/.  See  Common  Reg.  36(i). 

The  USPTO  will  accept  a  notice  of  change  of  the  correspon- 
dence address  in  a  §66(a)  application  or  a  registered  extension 
of  protection  to  the  United  States,  and  will  send  correspon- 
dence to  the  new  address.  See  section  IV.B.6  above.  However, 
a  change  of  the  correspondence  address  in  the  USPTO  will  not 
change  the  representative  designated  in  the  international  reg- 
istration. 


5.  Limitation,  Renunciation,  Cancellation  of  Interna- 
tional Registration 

Requests  to  record  a  limitation,  renunciation  or  cancellation  of 
an  international  registration  must  be  filed  with  the  IB;  they 
cannot  be  filed  through  the  USPTO.  There  are  forms  on  the  IB 
website  at  http  ://w w w.  wipo .  int/madrid/en/.  Under  Article  9'"^ 
the  holder  may  record  the  following  restrictions: 

•  Limitation  of  the  list  of  goods/services  in  some  or  all  of  the 
Contracting  Parties  (Common  Reg.  25(l)(a)(ii)) 

•  Cancellation  in  respect  to  all  Contracting  Parties  for  some 
or  all  of  the  goods/services  (Common  Reg.  25(l)(a)(v)) 

•  Renunciation  in  respect  to  some  but  not  all  of  the 
designated  Contracting  Parties  with  respect  to  all  the  goods/ 
services  (Common  Reg.  25(l)(a)(iii)) 

The  office  of  a  designated  Contracting  Party  may  declare  that 
a  limitation  has  no  effect  in  its  territory,  e.g.,  because  it 
considers  that  the  change  requested  is  an  extension  rather  than 
a  limitation.  The  declaration  must  be  sent  to  the  IB  within  18 
months  of  the  date  of  the  IB's  notification  of  the  limitation. 
Common  Reg.  27(5). 

6.  Correction  of  Errors  in  International  Registration 

The  IB  will  correct  errors  in  an  international  registration  at  the 
request  of  the  holder  or  the  Office  of  Origin.  Common  Reg. 
28(1).  Requests  to  correct  errors  in  international  registrations 
in  which  the  USPTO  was  the  Office  of  Origin  must  be  filed 
directly  with  the  IB. 

The  office  of  a  designated  Contracting  Party  may  declare  in  a 
notification  of  provisional  refusal  that  protection  can  no  longer 
be  granted  to  an  international  registration  as  corrected.  A  new 
refusal  period  under  Article  5  of  the  Protocol  and  Common 
Regs.  16-17  starts  to  run  from  the  date  of  the  correction,  but 
only  in  respect  to  grounds  that  did  not  exist  prior  to  the 
correction.  Common  Reg.  28(3). 

7.  Merger  of  International  Registrations 

Where  the  same  party  is  the  holder  of  two  or  more  interna- 
tional registrations  of  the  same  mark  due  to  a  partial  change  in 
ownership,  the  party  may  request  the  IB  to  record  a  merger  of 
the  registrations.  Common  Reg.  27(3).  The  request  must  be 
filed  with  the  IB;  it  cannot  be  filed  through  the  USPTO. 

8.  License 

Under  Common  Reg.  20^'Xl),  a  holder  may  file  a  request  to 
record  a  license,  a  request  for  amendment  of  the  recording  of 
a  license,  or  a  request  for  cancellation  of  the  recording  of  a 
license.  Requests  to  record  or  cancel  the  recording  of  a  license 
cannot  be  filed  through  the  USPTO.  There  are  forms  available 
on  the  IB  website  at  http ://w w w. wipo . int/madrid/en/.  A  desig- 
nated Contracting  Party  may  declare  that  the  recording  of  a 
license  has  no  effect  in  its  territory.  The  declaration  must  be 
sent  within  18  months  of  the  IB's  notification  of  recording  of 
the  license.  Common  Reg.  20'"''(5). 

9.  No  Other  Changes  Can  Be  Made 

No  other  changes  can  be  recorded  in  the  International  Register. 
See  the  IB's  Guide  to  International  Registration,  Para. 
B.II.69.01  (2002). 

Mark  in  International  Registration  Cannot  Be  Changed.  There 
is  no  provision  for  a  mark  to  be  amended  in  any  way,  at  any 
time,  even  if  the  mark  in  the  basic  application  or  basic 
registration  changes.  Guide  to  International  Registration,  Para. 
B.II.69.02  (2002). 

Goods/Services  in  International  Registration  Cannot  be  E.x- 
panded.  It  is  not  possible  to  expand  the  list  of  goods/services, 
even  if  the  added  goods/services  were  listed  in  the  basic 
application  or  registration.  Guide  to  International  Registration, 
Para.  B.II.69.03  (2002). 
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B.  USPTO  Will  Receive  Notices  of  Changes  in  Interna- 
tional Registration 


In  a  §  66(a)  application  or  registered  extension  of  protection  of 
an  international  registration  to  the  United  States,  the  IB  will 
notify  the  USPTO  of  changes  to  the  international  registration, 
and  the  USPTO  will  make  note  of  this  in  its  automated  records. 
The  USPTO  may  receive  the  following  notices  from  the  IB: 

•  Change  of  the  holder's  name  or  address 

•  Change  in  Name  or  Address  of  Representative 

•  Change  in  Ownership  with  respect  to  some  or  all  of  the 
goods/services  (Common  Reg.  25(l)(a)(i))  (See  section  IV.F 
above  regarding  assignment  of  an  extension  of  protection  to 
the  United  States.) 

•  Limitation  of  the  list  of  goods/services  with  respect  to  some 
or  all  Contracting  Parties  (Common  Reg.  25(l)(a)(ii)) 

•  Cancellation  with  respect  to  all  Contracting  Parties  for 
some  or  all  of  the  goods/services  (Common  Reg.  25(l)(a)(v)) 

•  Renunciation  of  international  registration  with  respect  to 
some  but  not  all  Contracting  Parties  for  all  the  goods/services 
(Common  Reg.  25(l)(a)(iii)) 

•  Correction  of  Errors  in  international  registration  (Common 
Reg.  28(2)) 

•  Merger  of  International  Registrations  (Common  Reg. 

27(3)) 

•  Division  or  Merger  of  Basic  Application  or  Registration  on 
which  international  registration  is  based  (Common  Reg.  23) 

•  License  -  recordation  of  license,  amendment  of  the 
recording  of  a  license,  or  request  for  cancellation  of  the 
recording  of  a  license  (Common  Reg.  20''"') 

•  Restriction  of  Holder's  Right  to  Dispose  of  the  interna- 
tional registration,  or  of  the  removal  of  such  a  restriction 
(Common  Reg.  20) 

VII.  DIVISION  OF  REGISTRATIONS 


Effective  November  2,  2003,  a  registrant  may  file  a  request  that 
a  registration  be  divided  into  two  or  more  separate  registrations 
if  ownership  of  the  registration  has  changed  with  respect  to 
some  but  not  all  of  the  goods  and/or  services.  37  C.F.R. 
§2.171(b). 


The  assignment  must  be  recorded  with  the  Assignment  Ser- 
vices Division  of  the  USPTO.  In  the  case  of  a  registered 
extension  of  protection  of  an  international  registration  to  the 
United  States,  the  change  of  ownership  must  be  recorded  with 
the  IB  before  the  change  can  be  recorded  in  the  Assignment 
Services  Division  of  the  USPTO.  37  C.F.R.  §7.22.  See  section 
VI.  A.  1  above. 


A  fee  is  required  for  each  new  registration  created  by  the 
division.  37  C.F.R.  §2.6(a)(8). 


The  USPTO  will  issue  a  new  registration  certificate  and  send 
updated  registration  certificates  to  the  assignor  and  assignee. 

A  registration  may  be  divided  more  than  once. 

In  a  §66(a)  registration,  when  the  IB  notifies  the  USPTO  of  the 
division  of  an  international  registration  resulting  from  a  partial 
change  of  ownership  of  the  international  registration  with 
respect  to  some  of  the  goods  or  services  in  the  registered 
extension  of  protection  to  the  United  States,  the  USPTO  will 
record  the  partial  change  of  ownership,  divide  out  the  assigned 
goods  or  services  from  the  registered  extension  of  protection 
(parent  registration),  issue  an  updated  certificate  for  the  parent 
registration  and  publish  notice  of  the  parent  registration  in  the 
Official  Gazette.  The  USPTO  will  not  issue  a  new  certificate 
for  the  child  registration  or  publish  notice  of  the  child 
registration  until  the  assignee  files  a  request  to  divide  under 
§2. 17 1(b),  and  pays  the  required  fee. 
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^^^^^  DEPARTMENT  OF  COMMERCE 

Patent  and  Trademark  Office 
37  CFR  Parts  2  and  7 
RIN  0651-AB0045 

Modification  to  Temporary  Postponement  of 
Electronic  Filing  and  Payment  Rules  for 
Certain  Madrid  Protocol-Related  Rules 

AGENCY:  United  States  Patent  and  Trademark  Office,  Com- 
merce. 

ACTION:  Final  rule;  modification  to  suspension  of  applica- 
bility dates. 

SUMMARY:  The  United  States  Patent  and  Trademark  Office 
(USPTO)  is  modifying  a  temporary  postponement  of  those 
provisions  of  the  Trademark  Rules  of  Practice  that  require 
electronic  transmission  to  the  USPTO  of  applications  for 
international  registration,  responses  to  irregularity  notices,  and 
subsequent  designations  submitted  pursuant  to  the  Madrid 
Protocol.  That  postponement  was  announced  in  a  document 
published  in  the  Federal  Register  on  October  24,  2003. 

The  USPTO  is  also  modifying  a  temporary  suspension, 
announced  in  the  same  Federal  Register  document,  of  those 
provisions  of  the  Rules  of  Practice  that  allow  payment  of  fees 
charged  by  the  International  Bureau  of  the  World  Intellectual 
Property  Organization  (IB)  to  be  submitted  through  the 
USPTO,  and  those  provisions  of  the  Trademark  Rules  of 
Practice  that  require  that  all  fees  for  international  trademark 
applications  and  subsequent  designations  be  paid  at  the  time  of 
filing. 

The  temporary  postponements  and  the  temporary  suspen- 
sions of  the  Rules  of  Practice,  as  well  as  the  modifications  to 
these  postponements  and  suspensions  that  are  announced 
herein,  are  in  effect  from  November  2,  2003,  to  January  2, 
2004.  If  it  becomes  necessary  to  extend  the  suspensions  and 
postponements,  and/or  the  modifications  thereto,  the  USPTO 
will  issue  a  notice  announcing  these  extensions  at  least  10 
business  days  before  the  extensions  commence. 

The  modifications  announced  herein  are  procedural  in  na- 
ture and  do  not  affect  any  substantive  rights. 

DATES:  The  applicability  date  for  regulations  at  37  CFR 
2.190(a),  2.198(a)(1),  7.7(a)  and  (b),  7.11(a)  introductory  text 
and  (a)(9),  7.14(e),  7.21(b)  introductory  text  and  (b)(7)  re- 
mains suspended  from  November  2,  2003,  to  January  2,  2004. 

FOR  FURTHER  INFORMATION  CONTACT:  Ari  Leif- 
man,  Office  of  the  Commissioner  for  Trademarks,  by  telephone 
at  (703)  308-8910,  ext.  155,  or  by  e-mail  to 
ari.leifman  @  uspto.gov. 

SUPPLEMENTARY  INFORMATION: 

Background 

The  Madrid  Protocol  provides  a  system  for  obtaining  an 
international  trademark  registration.  The  Madrid  Protocol 
Implementation  Act  of  2002,  Pub.  L.  107-273,  116  Stat.  1758, 
1913-1921  (MPIA)  amends  the  Trademark  Act  of  1946  to 
implement  the  provisions  of  the  Madrid  Protocol  in  the  United 
States. 

On  September  26,  2003,  the  USPTO  published  new  regula- 
tions to  implement  the  MPIA.  68  FR  55748,  posted  on  the 
USPTO  Web  site  at  http://www.uspto.gov/web/offices/com/ 
sol/notices/68fr55748.pdf. 

These  regulations  take  effect  on  November  2,  2003.  The 
regulations  require  that  certain  submissions  that  are  made  to 
the  USPTO  in  connection  with  the  Madrid  Protocol  be 
transmitted  using  the  Trademark  Electronic  Application  Sys- 
tem (TEAS).  Specifically,  37  CFR  7.11(a)  requires  that  an 
international  application  be  submitted  through  TEAS;  37  CFR 
7.21(b)  requires  that  a  subsequent  designation  (a  request  that 
protection  be  extended  to  countries  not  identified  in  the 
original  international  application)  be  submitted  through  TEAS; 
and  37  CFR  7.14(e)  requires  that  where  the  International 
Bureau  of  the  World  Intellectual  Property  Organization  (IB) 
has  issued  a  notice  of  irregularity  to  an  international  applicant, 
and  the  international  applicant  submits  a  response  to  that 
notice  through  the  USPTO,  the  response  must  be  transmitted 
through  TEAS. 
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Madrid  Submissions  Must  Be  Prepared  Using  Paper 

On  October  24,  2003,  the  USPTO  published  a  notice  in 
which  it  announced  that  it  would  permit  international  applica- 
tions, responses  to  irregularity  notices,  and  subsequent  desig- 
nations to  be  submitted  on  paper  rather  than  through  TEAS,  for 
a  temporary  period  of  time.  The  notice  accordingly  postponed 
the  applicability  of  37  CFR  7.11(a),  7.21(b).  and  7.14(e),  to  the 
extent  that  those  provisions  require  transmission  through 
TEAS.  The  notice  further  provided  that  this  postponement 
would  remain  in  effect  until  January  2,  2004,  and  that  if  the 
postponement  was  extended  beyond  January  2,  2004,  a  notice 
announcing  such  an  extension  would  be  published  at  least  ten 
days  before  the  extension  commenced. 

The  postponement  remains  in  effect,  but  is  modified.  The 
notice  of  the  postponement  provided  that  applicants  could 
make  their  submission  either  on  paper  or  through  TEAS. 
However,  certain  technical  diflBculties  will  delay  the  deploy- 
ment of  those  TEAS  forms  that  will  be  used  for  Madrid 
submissions  until  some  time  after  November  2,  2003.  There- 
fore, the  USPTO  hereby  announces  that  all  Madrid  submis- 
sions must  be  made  on  paper,  until  such  time  as  the  TEAS 
forms  are  posted  on  the  USPTO  web  site. 

The  USPTO  will  issue  a  notice  announcing  the  posting  of 
the  TEAS  forms  at  least  five  days  before  such  posting  occurs. 

If  the  TEAS  forms  are  posted  while  the  postponement  of  the 
applicability  dates  of  37  CFR  7.11(a),  7.21(b),  and  7.14(e)  is 
still  in  effect,  then  notwithstanding  the  modifications  to  the 
postponements  that  are  announced  herein,  applicants  will  be 
able  to  file  international  applications,  responses  to  irregularity 
notices,  and  subsequent  designations  either  on  paper  or 
through  TEAS.  Under  any  circumstances,  there  will  be  a 
transition  period  during  which  the  USPTO  will  accept  both 
electronic  and  paper  submissions. 

International  Fees  Must  Be  Paid  Directly  to  the  IB 

In  addition  to  requiring  that  certain  submissions  that  are 
made  to  the  USPTO  in  connection  with  the  Madrid  Protocol  be 
transmitted  using  TEAS,  the  Rules  of  Practice  that  take  effect 
on  November  2,  2003,  also  require  that  international  applica- 
tion fees  be  paid  at  the  time  of  submission.  However,  with 
respect  to  Madrid  submissions  that  are  to  be  made  on  paper,  the 
notice  of  October  24,  2003,  temporarily  suspended  the  appli- 
cability of  those  requirements.  Thus,  the  notice  suspended  37 
CFR  7.11(a)(9),  to  the  extent  that  it  requires  that  international 
application  fees  for  all  classes  and  the  fees  for  all  designated 
Contracting  Parties  identified  in  an  international  application  be 
paid  at  the  time  of  submission.  Likewise,  the  notice  suspended 
37  CFR  7.21(b)(7),  to  the  extent  that  it  requires  that  all 
international  fees  for  a  subsequent  designation  be  paid  at  the 
time  of  submission. 

The  notice  of  October  24,  2003,  further  provided  that  (1) 
applicants  who  file  Madrid  submissions  on  paper  must  pay  the 
USPTO  certification  fee  at  the  time  of  submission,  but  must 
pay  the  international  fees  directly  to  the  IB,  and  that  (2) 
applicants  who  submit  a  subsequent  designation  on  paper  must 
pay  the  USPTO  transmittal  fee  at  the  time  of  submission,  but 
must  pay  the  international  fees  directly  to  the  IB.  Additionally, 
the  notice  provided  that  applicants  may  pay  the  international 
fees  to  the  IB  either  before  or  after  submission  of  the 
international  application  or  subsequent  designation. 

All  provisions  of  the  notice  of  October  24,  2003,  that  pertain 
to  payment  of  fees  remain  in  effect.  However,  the  following  is 
noted:  these  provisions  of  the  notice  of  October  24,  2003, 
apply  in  cases  where  Madrid  submissions  are  made  using 
paper.  Pursuant  to  the  present  notice,  all  Madrid  submissions 
must  be  made  on  paper.  Hence,  the  provisions  of  the  notice  of 
October  24,  2003,  regarding  the  payment  of  fees  now  apply  in 
aU  cases  where  Madrid  submissions  are  made. 

If  the  TEAS  forms  are  posted  while  the  postponement  of  the 
effective  dates  of  37  CFR  7.11(a)(9)  and  7.21(b)(7)  remains  in 
effect,  then  applicants  who  elect  to  use  those  forms  will  pay  the 
international  fees  (1)  at  the  time  of  submission,  and  (2)  through 
the  USPTO. 

Applicants  Should  Utilize  Madrid  Forms  Provided  by  the  IB 

Applicants  making  Madrid  submissions  should  use  forms 
provided  by  the  IB  for  that  purpose.  These  forms  may  be 
downloaded  from  the  IB  Web  site,  http://www.wipo.int/ 
madrid/en/.  Please  note  that  the  IB  will  not  process  paper 
submissions  that  are  not  prepared  using  IB  forms. 


Applicants  Should  Mail  Madrid  Submissions  to  a  Designated 
Address 

Pursuant  to  37  CFR  2.190(a),  all  trademark-related  docu- 
ments submitted  on  paper  must  be  mailed  to  the  USPTO 
address  at  2900  Crystal  Drive,  Arlington,  Virginia  22202-3514. 
However,  the  notice  of  October  24,  2003,  waived  that  rule  with 
respect  to  international  applications,  subsequent  designations, 
and  responses  to  notices  of  irregularities  that  are  filed  on  paper. 
The  notice  further  provided  that  all  Madrid  submissions  made 
on  paper  should  be  mailed  to  the  following  address:  Commis- 
sioner for  Trademarks,  PO  Box  16471,  Arlington,  Virginia 
22215-1471,  Attn:  MPU. 

The  limited  waiver  of  37  CFR  2.190(a)  remains  in  effect. 
However,  the  following  is  noted:  pursuant  to  the  notice  of 
October  24,  2003,  the  waiver,  and  the  instruction  to  utilize  the 
above-identified  address,  applied  to  Madrid  submissions  made 
on  paper.  Pursuant  to  the  present  notice,  all  Madrid  submis- 
sions must  be  made  on  paper.  Hence,  the  provisions  of  the 
notice  of  October  24,  2003,  regarding  the  USPTO  mailing 
address  apply  to  all  Madrid  submissions. 

Please  note  that  any  trademark-related  correspondence  other 
than  international  applications,  subsequent  designations,  and 
responses  to  irregularity  notices  that  is  sent  to  the  above- 
identified  address  will  not  be  accepted,  and  will  be  returned  to 
the  sender. 

If  a  submission  mailed  to  the  above  address  pursuant  to  this 
notice  and  to  the  Notice  of  October  24,  2003,  is  delivered  by 
the  Express  Mail  service  of  the  United  States  Postal  Service, 
the  USPTO  will  deem  that  the  date  of  receipt  of  the  submission 
in  the  USPTO  is  the  date  the  submission  was  deposited  as 
Express  Mail,  provided  that  the  submitter  complies  with  the 
requirements  set  forth  in  37  CFR  2.198. 


October  31,  2003 


JAMES  E.  ROGAN 

Under  Secretary  of  Commerce  for 

Intellectual  Property  and  Director  of 

the  United  States  Patent  and 

Trademark  Office 
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Temporary  Postponement  of 

Electronic  Filing  and 

Payment  Rules  for  Certain 

Madrid  Protocol-Related  Rules 

AGENCY:  United  States  Patent  and  Trademark  Office, 
Commerce. 

ACTION:  Final  rule;  suspension  of  applicability  dates. 

SUMMARY:  The  United  States  Patent  and  Trademark  OflSce 
(USPTO)  is  temporarily  postponing  those  provisions  of  the 
Trademark  Rules  of  Practice  that  require  electronic  transmis- 
sion to  the  USPTO  of  applications  for  international  registra- 
tion, responses  to  irtegularity  notices,  and  subsequent  desig- 
nations submitted  pursuant  to  the  Madrid  Protocol. 

In  conjunction  with  the  postponement  of  the  requirement  for 
electronic  submission  of  international  applications,  subsequent 
designations  and  responses  to  irregularity  notices,  the  USPTO 
is  also  temporarily  suspending  those  provisions  of  the  Rules  of 
Practice  that  allow  payment  of  fees  charged  by  the  Interna- 
tional Bureau  of  the  World  Intellectual  Property  Organization 
(IB)  to  be  submitted  through  the  USPTO,  and  those  provisions 
of  the  Trademark  Rules  of  Practice  that  require  that  all  fees  for 
international  trademark  applications  and  subsequent  designa- 
tions be  paid  at  the  time  of  filing. 

Finally,  as  explained  below,  the  USPTO  is  temporarily 
waiving  the  requirement  that  all  trademark-related  documents 
submitted  on  paper  must  be  mailed  to  2900  Crystal  Drive, 
Arlington,  Virginia  22202-3514.  Pursuant  to  that  waiver, 
international  applications,  subsequent  designations  and  re- 
sponses to  irregularity  notices  should  be  mailed  to  an  alterna- 
tive address,  provided  below.  This  waiver  applies  solely  to 
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Madrid-related  submissions.  Any  other  trademark-related  cor- 
respondence that  is  sent  to  the  alternative  address  will  not  be 
accepted,  and  will  be  returned  to  the  sender. 

The  applicability  dates  for  certain  rules  in  37  CFR  parts  2 
and  7,  published  September  26,  2003,  are  suspended  from 
November  2,  2003,  to  January  2,  2004.  If  this  postponement  is 
required  to  be  extended,  the  USPTO  will  issue  a  notice 
announcing  these  extensions  at  least  10  business  days  before 
the  extensions  commence. 

The  postponement  and  waivers  are  procedural  in  nature  and 
do  not  affect  any  substantive  rights. 

DATES:  The  applicability  date  for  regulations  at  37  CFR 
2.190(a),  2.198(a)(1),  7.7(a)  and  (b),  7.11(a)  introductory  text 
and  (a)(9),  7.14(e),  7.21(b)  introductory  text  and  (b)(7)  is 
suspended  from  November  2,  2003,  to  January  2,  2004. 

FOR  FURTHER  INFORMATION  CONTACT:  Ari  Leif- 
man.  Office  of  the  Commissioner  for  Trademarks,  by  telephone 
at  (703)  308-8910,  ext.  155,  or  by  e-mail  to 
ari.leifman@uspto.gov. 

SUPPLEMENTARY  INFORMATION: 

Background 

The  Madrid  Protocol  provides  a  system  for  obtaining  an 
international  trademark  registration.  The  Madrid  Protocol 
Implementation  Act  of  2002,  Pub.  L.  107-273,  116  Stat.  1758, 
1913-1921  (MPIA)  amends  the  Trademark  Act  of  1946  to 
implement  the  provisions  of  the  Madrid  Protocol  in  the  United 
States. 

On  September  26,  2003,  the  USPTO  published  new  regula- 
tions to  implement  the  MPIA.  68  PR  55748,  posted  on  the 
USPTO  Web  site  at  http://frwebgate.access.gpo.gov/cgi-bin/ 
leaving. cgi?from=leavingFR.html&  log=li.  These  regulations 
take  effect  on  November  2,  2003.  The  regulations  require  that 
certain  submissions  that  are  made  to  the  USPTO  in  connection 
with  the  Madrid  Protocol  be  transmitted  using  the  Trademark 
Electronic  Application  System  (TEAS).  Specifically,  37  CFR 
7.11(a)  requires  that  an  international  application  be  submitted 
through  TEAS;  37  CFR  7.21(b)  requires  that  a  subsequent 
designation  (a  request  that  protection  be  extended  to  countries 
not  identified  in  the  original  international  application)  be 
submitted  through  TEAS;  and  37  CFR  7.14(e)  requires  that 
where  the  International  Bureau  of  the  World  Intellectual 
Property  Organization  (IB)  has  issued  a  notice  of  irregularity  to 
an  international  applicant,  and  the  international  applicant 
submits  a  response  to  that  notice  through  the  USPTO,  the 
response  must  be  transmitted  through  TEAS. 

The  USPTO  is  fully  confident  in  its  electronic  systems. 
Nevertheless,  to  be  prudent  and  to  ensure  that  applicants  do  not 
lose  important  priority  rights  if  newly  developed  USPTO 
systems  undergo  significant  "downtime"  after  they  are  first 
deployed,  the  USPTO  will  permit  international  applications, 
responses  to  irregularity  notices  and  subsequent  designations 
to  be  submitted  on  paper  rather  than  through  TEAS  for  a 
temporary  period  of  time.  Additionally,  the  USPTO  believes 
that  offering  a  paper-filing  alternative  will  allow  the  public  to 
build  confidence  in  the  electronic  system,  knowing  that  a  paper 
backup  system  exists.  This  postponement  of  the  effective  date 
of  portions  of  the  regulation  does  not  affect  any  substantive 
rights.  The  postponement  of  the  effective  date  of  portions  of 
the  regulation  merely  adds  the  alternative  for  paper  filing 
during  this  initial  transition  period. 

Postponement  of  Applicability  Date  of  Specific  Rules 

Accordingly,  the  USPTO  hereby  suspends  the  requirement 
to  comply  with  37  CFR  7.11(a),  7.21(b),  and  7.14(e),  to  the 
extent  that  they  require  transmission  through  TEAS.  If  there  is 
a  USPTO  fee  associated  with  a  Madrid  document  that  an 
applicant  submits  on  paper,  the  applicant  must  include  that  fee 
together  with  the  submission.  However,  if  there  is  an  interna- 
tional fee  associated  with  that  submission,  the  applicant  may 
not  pay  that  fee  through  the  USPTO.  Instead,  the  applicant 
should  send  that  fee  directly  to  the  IB.  Accordingly,  the 
USPTO  hereby  temporarily  suspends  37  CFR  7.7(a)  and  (b),  to 
the  extent  that  they  allow  an  applicant  to  submit  a  fee  charged 
by  the  IB  through  the  USPTO. 

The  USPTO  also  temporarily  suspends  the  applicability  of 
37  CFR  7.11(a)(9),  to  the  extent  that  it  requires  that  interna- 
tional application  fees  for  all  classes  and  the  fees  for  all 
designated  Contracting  Parties  identified  in  an  international 
application  be  paid  at  the  time  of  submission,  and  37  CFR 


7.21(b)(7),  to  the  extent  that  it  requires  that  all  international 
fees  for  a  subsequent  designation  be  paid  at  the  time  of 
submission.  A  party  submitting  an  international  application  on 
paper  must  pay  the  USPTO  certification  fee  at  the  time  of 
submission,  but  must  pay  the  international  fees  directly  to  the 
IB.  A  party  submitting  a  subsequent  designation  on  paper  must 
pay  the  USPTO  transmittal  fee  at  the  time  of  submission,  but 
must  pay  the  international  fees  directly  to  the  IB.  That  party 
may  pay  the  international  fees  to  the  IB  either  before  or  after 
submission  of  the  international  application  or  subsequent 
designation. 

Applicants  wishing  to  make  Madrid  submissions  on  paper 
should  use  forms  provided  by  the  IB  for  that  purpose.  These 
forms  may  be  downloaded  from  the  IB  Web  site,  http:// 
frwebgate.access.gpo.gov/cgi-bia' 

leaving.cgi?from=leavingFTl.html&log=linklog&to=http:// 
www.wipo.int/madrid/en/. 

Finally,  with  respect  solely  to  international  applications, 
subsequent  designations,  and  responses  to  notices  of  irregu- 
larities, the  USPTO  hereby  temporarily  waives  the  requirement 
of  37  CFR  2.190(a)  that  all  trademark-related  documents 
submitted  on  paper  must  be  mailed  to  the  USPTO  address  at 
2900  Crystal  Drive,  Arlington,  Virginia  22202-3514.  Instead, 
the  USPTO  hereby  announces  that  until  the  termination  of  this 
waiver  of  the  rules,  Madrid  submissions  should  be  mailed  to 
the  following  address:  Commissioner  for  Trademarks,  PO  Box 
16471.  Arlington,  Virginia  22215-1471,  Attn:  MPU. 

Please  note  that  any  trademark-related  correspondence  other 
than  international  applications,  subsequent  designations,  and 
responses  to  irregularity  notices  that  is  sent  to  this  address  will 
not  be  accepted,  and  will  be  returned  to  the  sender. 

If  a  submission  mailed  to  the  above  address  pursuant  to  this 
notice  is  delivered  by  the  Express  Mail  service  of  the  United 
States  Postal  Service,  the  USPTO  will  deem  that  the  date  of 
receipt  of  the  submission  in  the  USPTO  is  the  date  the 
submission  was  deposited  as  Express  Mail,  provided  that  the 
submitter  complies  with  the  requirements  set  forth  in  37  CFR 
2.198.  As  a  result,  the  USPTO  temporarily  waives  the  excep- 
tions set  forth  in  37  CFR  2.198(a)(1)  to  the  extent  that  their 
application  is  inconsistent  with  this  Notice. 

Please  note  that  all  waivers  and  suspensions  announced 
herein  apply  only  to  Madrid-related  documents  submitted  on 
paper.  The  waivers  and  suspensions  will  be  ended  on  January 
2,  2004.  A  notice  announcing  any  extension  of  the  postpone- 
ment to  the  effective  date  of  these  provisions  will  be  issued  at 
least  ten  days  before  the  extension  commences. 


October  17,  2003 


JAMES  E.  ROGAN 

Under  Secretary  of  Commerce  for 

Intellectual  Property  and  Director  of 

the  United  States  Patent  arid 

Trademark  Office 
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[Docket  No.  2003-T-OlO] 

RIN  0651-AB45 

Rules  of  Practice  for  Trademark-Related  Filings  Under 
the  Madrid  Protocol  Implementation  Act 

AGENCY:  United  States  Patent  and  Trademark  Office, 
Commerce. 

ACTION:  Final  rule. 

SUMMARY:  The  United  States  Patent  and  Trademark  OflBce 
(Oflfice)  is  adding  new  regulations  to  implement  the  Madrid 
Protocol  Implementation  Act  of  2002  (MPIA),  and  is  amend- 
ing existing  regulation  both  to  implement  the  MPIA  and  to 
otherwise  clarify  and  improve  the  procedures  for  processing 
trademark  applications  and  conducting  proceedings  before  the 
Trademark  Trial  and  Appeal  Board.  The  MPIA  provides  that: 
The  owner  of  a  U.S.  application  or  registration  may  seek 
protection  of  its  mark  in  any  of  the  other  58  countries  party  to 
the  Protocol  Relating  to  the  Madrid  Agreement  Concerning  the 
International  Registration  of  Marks  (Madrid  Protocol)  by 
submitting  a  single  international  application  through  the  OflBce 
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to  the  International  Bureau  of  the  World  Intellectual  Property 
Organization  (IB);  and  the  owner  of  an  application  or  regis- 
tration in  a  country  party  to  the  Madrid  Protocol  may  obtain  an 
international  registration  from  the  IB  and  request  an  extension 
of  protection  of  its  mark  to  the  United  States. 

DATES:  Effective  Date:  November  2,  2003. 

Applicability  Dates:  New  rules  added  as  part  7  of  37  CFR 
and  the  amendments  to  rules  in  part  2  of  37  CFR  shall  apply  to 
any  application  for  international  registration  filed  on  or  after 
November  2,  2003,  and  any  application  for  registration  in  the 
United  States  under  section  1 ,  section  44  or  section  66(a)  of  the 
Act  filed  on  or  after  November  2.  2003,  except  as  noted  below. 

Drawing  requirements  under  §  2.52:  Apphcants  with  pend- 
ing applications  filed  prior  to  November  2,  2003,  will  not  be 
required  to  file  amended  drawings.  However,  applicants  may 
voluntarily  amend  their  drawings  to  comply  with  the  new 
standard  character  or  color  drawing  requirements.  See  discus- 
sion below  of  changes  to  §  2.52.  The  Office  will  consider 
voluntary  amendments  filed  on  or  after  November  2,  2003,  in 
accordance  with  standard  procedures  for  processing  of  amend- 
ments. 

Partial  abandonment  under  §  2.65(a):  This  rule  as  amended 
shall  apply  to  all  Office  actions  issued  on  or  after  November  2, 

2003,  even  if  the  application  was  filed  prior  to  that  date.  See 
discussion  below  of  the  changes  to  §  2.65. 

Requests  to  extend  the  time  to  file  an  opposition  under  § 
2.102(c):  If  a  first  request  for  an  extension  of  time  to  oppose 
was  filed  before  November  2.  2003,  the  rules  in  efifect  on  the 
filing  date  of  that  first  request  will  apply  to  the  first  request  and 
any  subsequent  request  filed  by  the  same  potential  opposer  or 
one  in  privity  with  it.  If  a  first  request  for  an  extension  of  time 
to  oppose  is  filed  on  or  after  November  2,  2003,  the  amended 
regulation  will  apply  to  the  first  request  and  any  subsequent 
request  filed  by  the  same  potential  opposer  or  one  in  privity 
with  it. 

Petitions  to  the  Director  under  §  2.146(i):  For  petitions  filed 
on  or  after  May  2,  2004,  petitioners  will  be  held  to  the  new 
six-month  standard  of  diligence  in  monitoring  the  status  of 
applications  and  registrations.  Petitions  filed  prior  to  May  2, 

2004,  will  be  reviewed  under  the  one-year  diligence  standard, 
even  if  the  application  was  filed  on  or  after  November  2,  2003. 
See  the  discussion  below  of  changes  to  §  2.146(i). 

FOR  FURTHER  INFORMATION  CONTACT:  Cheryl  L 
Black.  Office  of  the  Commissioner  for  Trademarks,  by  tele- 
phone at  (703)  308-8910,  ext.  153,  or  by  e-mail  to 
cheryl.black@  uspto.  gov. 

SUPPLEMENTARY  INFORMATION:  A  Notice  of  Pro 
posed  Rule  Making  was  published  in  the  Federal  Register  (68 
FR  15119)  on  March  28,  2003.  A  public  hearing  was  held  on 
May  30,  2003. 

Four  organizations,  two  law  firms,  seven  attorneys,  one 
business  and  three  individuals  submitted  written  comments. 
Two  organizations  and  one  attorney  testified  at  the  oral 
hearing. 

The  Madrid  Protocol  Implementation  Act  of  2002,  Public 
Law  107-273,  116  Stat.  1758,  1913-1921  (MPIA)  amends  the 
Trademark  Act  of  1946  to  implement  the  provisions  of  the 
Madrid  Protocol  in  the  United  States.  The  MPIA  was  enacted 
on  November  2,  2002,  and  becomes  effective  on  November  2, 
2003. 

The  Madrid  Protocol  and  the  Common  Regulations  Under 
the  Madrid  Agreement  Concerning  the  International  Registra- 
tion of  Marks  and  the  Protocol  Relating  to  that  Agreement 
(April  1,  2002)  (Common  Regulations)  are  available  on  the 
World  Intellectual  Property  Organization's  (WIPO)  Web  site, 
currently  at  http  ://w ww.  wipo .  int/madrid/en/.  The  Common 
Regulations  are  the  procedures  agreed  to  by  the  parties  to  the 
Madrid  Protocol  regarding  the  administration  of  the  Madrid 
Protocol,  pursuant  to  Article  10(2)(iii). 

References  below  to  "the  Act,"  "the  Trademark  Act,"  or  "the 
statute"  refer  to  the  Trademark  Act  of  1946,  15  U.S.C.  105 1,  et 
seq.,  as  amended  by  the  MPIA.  The  "TMEP"  referenced  below 
is  the  Trademark  Manual  of  Examining  Procedure  (3rd  ed. 
Rev.  2,  May  2003). 

Filings  Under  Madrid  Protocol 

Background 

The  Madrid  Protocol  provides  a  system  for  obtaining  an 
international  registration.  The  IB  maintains  the  system  in 
accordance  with  the  guidelines  set  forth  in  the  Common 


Regulations.  To  apply  for  an  international  registration  under 
the  Madrid  Protocol,  an  applicant  must  be  a  national  of,  be 
domiciled  in,  or  have  a  real  and  effective  business  or  commer- 
cial establishment  in  one  of  the  countries  that  are  members  of 
the  Madrid  Protocol  (Contracting  Parties).  An  international 
application  must  be  based  on  a  trademark  application  or 
registration  in  one  of  the  Contracting  Parties  (basic  application 
or  basic  registration).  The  international  application  must  be  for 
the  same  mark  and  include  a  list  of  goods  and/or  services 
identical  to  or  narrower  than  the  list  of  goods  and/or  services 
in  the  basic  application  or  registration.  The  international 
application  must  designate  one  or  more  Contracting  Parties  in 
which  an  extension  of  protection  of  the  international  registra- 
tion is  sought. 

The  international  application  must  be  submitted  through  the 
trademark  office  of  the  Contracting  Party  in  which  the  basic 
application  is  pending  or  basic  registration  is  held  (office  of 
origin).  The  office  of  origin  must  certify  that  the  information  in 
the  international  application  cortesponds  with  the  information 
in  the  basic  application  or  registration,  and  transmit  the 
international  application  to  the  IB. 

The  IB  will  review  an  international  application  to  determine 
whether  the  Madrid  Protocol  filing  requirements  have  been 
met  and  the  required  fees  have  been  paid.  If  an  international 
application  is  unacceptable,  the  IB  will  notify  both  the  appli- 
cant and  the  oflBce  of  origin  of  the  "irregularity."  If  the  Madrid 
Protocol  requirements  have  been  met  and  the  fees  have  been 
paid,  the  IB  will  immediately  register  the  mark,  publish  the 
international  registration  in  the  WIPO  Gazette  of  International 
Marks,  send  a  certificate  to  the  holder,  and  notify  the  offices  of 
the  designated  Contracting  Parties  in  which  an  extension  of 
protection  of  the  international  registration  is  sought.  Registra- 
tion by  the  IB  does  not  mean  that  the  mark  is  automatically 
granted  protection  in  the  designated  Contracting  Parties. 

The  holder  of  an  international  registration  may  designate 
additional  Contracting  Parties  in  a  subsequent  designation.  A 
subsequent  designation  is  a  request  by  the  holder  of  an 
international  registration  for  an  extension  of  protection  of  its 
international  registration  to  additional  Contracting  Parties. 
Each  Contracting  Party  designated  in  an  international  applica- 
tion or  subsequent  designation  will  examine  the  request  for 
extension  of  protection  as  a  national  application  under  its  laws, 
and  if  it  complies  with  the  requirements  for  registration,  grant 
protection  of  the  mark  in  its  country.  A  Contracting  Party  must 
notify  the  IB  of  the  refusal  of  a  request  for  extension  of 
protection  within  the  time  limits  set  forth  in  Article  5(2)  of  the 
Madrid  Protocol.  If  a  notification  of  refusal  is  not  sent  to  the  IB 
within  the  required  time  limits,  the  Contracting  Party  must 
grant  protection  of  the  mark  in  its  country. 

Discussion  of  Specific  Rules  Added  or  Changed 

The  Office  is  adding  new  rules  setting  forth  the  requirements 
for  submitting  international  applications  and  subsequent  des- 
ignations through  the  Office  for  forwarding  to  the  IB.  The 
Office  is  also  adding  new  rules  for  processing  requests  for 
extension  of  protection  of  international  registrations  to  the 
United  States,  and  changing  current  regulations  to  bring  the 
rules  of  practice  in  trademark  cases  into  conformance  with  the 
MPIA. 

New  Rules  Added  as  Part  7 

The  Office  is  adding  rules  7.1,  7.3,  7.4,  7.6,  7.7,  7.11,  7.12, 
7.13,  7.14,  7.21,  7.22,  7.23,  7.24,  7.25,  7.26,  7.27,  7.28,  7.29, 
7.30,  7.31,  7.36,  7.37,  7.38,  7.39,  7.40,  and  7.41;  and  desig- 
nating part  7  of  37  CFR  as  the  rules  of  practice  in  filings 
pursuant  to  the  Protocol  Relating  to  the  Madrid  Agreement 
Concerning  the  International  Registration  of  Marks. 

Section  7.1  defines  certain  terms  used  in  this  part.  Terms 
defined  in  the  MPIA  are  not  included  in  the  list  of  definitions 
in  §7.1. 

Section  7.3  requires  that  correspondence  relating  to  interna- 
tional applications  and  registrations  be  in  English. 

Section  7.4  states  that  correspondence  submitted  through  the 
Trademark  Electronic  Application  System  (TEAS)  will  be 
accorded  the  date  and  time  the  complete  transmission  is 
received  in  the  Office  based  on  Eastern  Time. 

Fees 

Section  7.6  sets  forth  the  fees  required  by  the  Office  for 
processing  correspondence  relating  to  international  applica- 
tions and  registrations  under  the  Madrid  Protocol.  These  fees 
must  be  paid  in  U.S.  dollars  at  the  time  of  submission. 
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The  Office  is  charging  fees  for:  (1)  Reviewing  and  certifying 
an  international  application;  (2)  transmitting  a  subsequent 
designation;  (3)  transmitting  a  request  to  record  an  assignment 
or  restriction  (usually  a  security  interest),  or  the  release  of  a 
restriction,  of  a  holder's  right  of  disposal  of  an  international 
registration;  (4)  requesting  a  notice  of  replacement;  and  (5) 
fiUng  an  affidavit  of  use  in  commerce  or  excusable  nonuse  for 
a  mark  in  a  registered  extension  of  protection  to  the  United 
States. 

In  addition  to  the  fees  required  by  the  Office,  there  are 
international  fees  for  processing  international  applications  and 
registrations.  Section  7.7  sets  forth  the  international  fees  that 
may  be  paid  to  the  IB  through  the  Office  in  connection  with 
international  applications  and  registrations,  and  the  require- 
ments and  procedures  for  submitting  those  fees  through  the 
Office.  A  schedule  of  the  international  fees  is  currently  posted 
on  the  WIPO  Web  site,  available  at  http://www.wipo.int/ 
madrid/en/.  An  international  applicant  or  holder  may  pay  the 
fees  directly  to  the  IB,  or  to  the  IB  through  the  Office.  Fees 
paid  directly  to  the  IB  must  be  paid  in  Swiss  francs,  and  fees 
paid  through  the  Office  must  be  paid  in  U.S.  dollars. 

Under  §  7.7(b),  if  an  international  applicant  or  holder  pays 
the  international  fees  through  the  Office,  payment  must  be 
made  at  the  time  of  submission  by  any  of  the  acceptable 
payment  methods  set  forth  in  §§  2.207  and  2.208.  If  the 
international  fees  are  paid  directly  to  the  IB  using  an  accept- 
able form  of  payment  established  by  the  IB,  the  international 
applicant  or  holder  must  include  the  IB  account  number  for 
debiting  fees  or  the  IB  receipt  number  as  proof  of  payment  of 
fees  in  its  submission  to  the  Office.  The  fee  calculator  and 
acceptable  methods  for  paying  fees  to  the  IB  may  currently  be 
viewed  on  the  WIPO  Web  site  at  http://www.wipo.int/madrid/ 
en/. 

International  Applications  Originating  From  the  United  States 

The  requirements  for  granting  a  date  of  receipt  to  an 
international  application  are  set  forth  in  §  7.11(a).  An  interna- 
tional application  must  identify  at  least  one  basic  application  or 
registration.  The  international  application  may  be  based  on 
more  than  one  U.S.  application  and/or  registration,  provided 
that  the  owner  and  the  mark  are  the  same  for  each  basic 
application  or  registration. 

An  international  application  must  be  submitted  through 
TEAS.  The  Office  has  developed  a  TEAS  form  for  filing  an 
application  for  international  registration  that  conforms  to  the 
official  IB  form  created  by  WIPO.  TEAS  will  require  the 
applicant  to  select  between  two  different  types  of  forms, 
namely,  a  pre-populated  form  containing  information  from  the 
basic  application  or  registration,  or  a  free-text  form.  The 
applicant  can  use  the  pre-populated  form  if:  (1)  The  interna- 
tional application  is  based  on  a  single  basic  application  or 
registration;  and  (2)  applicant's  changes  to  the  international 
application  are  limited  to  narrowing  the  list  of  goods  or 
services.  For  all  other  international  applications,  the  applicant 
must  fill  in  all  the  fields  in  the  free  text  form. 

Section  7.11(a)(3)  requires  a  reproduction  of  the  mark  in  the 
international  application  that  is  the  same  as  the  mark  in  the 
basic  application  or  registration,  and  that  meets  the  drawing 
requirements  of  §  2.52.  If  the  mark  in  the  basic  application  or 
registration  is  depicted  in  black  and  white  and  does  not  include 
a  color  claim,  the  reproduction  of  the  mark  in  the  international 
application  must  be  black  and  white.  If  a  mark  is  depicted  in 
black  and  white  in  the  basic  application  or  registration  but 
there  is  a  claim  of  color,  the  international  application  must 
include  both  a  black  and  white  reproduction  of  the  mark  and  a 
color  reproduction  of  the  mark.  If  the  mark  in  the  basic 
application  or  registration  is  in  color,  the  reproduction  of  the 
mark  in  the  international  application  must  be  in  color. 

Under  §§  7.11(a)(4)  and  7.12,  if  color  is  claimed  as  a  feature 
of  the  mark,  the  same  color  claim  must  be  made  in  the 
international  application.  If  color  is  not  claimed  as  a  feature  of 
the  mark  in  the  basic  application  or  registration,  the  interna- 
tional application  may  not  include  a  claim  of  color. 

Under  §  7.11(a)(5),  if  the  basic  application  or  registration 
includes  a  description  of  the  mark,  the  international  application 
must  include  the  same  description  of  the  mark. 

Under  §  7.11(a)(6),  if  the  mark  in  the  basic  apphcation  or 
registration  is  a  three-dimensional  mark,  sound  mark,  collec- 
tive mark  or  certification  mark,  the  international  application 
must  indicate  the  type  of  mark. 

Section  7.11(a)(7)  requires  a  list  of  goods  and/or  services  in 
the  international  application  that  is  identical  to  or  narrower 
than  the  list  of  goods  and/or  services  in  the  basic  application  or 


registration,  and  is  classified  according  to  the  Nice  Agreement 
Concerning  the  International  Classification  of  Goods  and 
Services  for  the  Purposes  of  the  Registration  of  Marks.  An 
applicant  may  omit  or  revise  goods  and/or  services  from  the 
international  application  as  long  as  the  omission  or  revision 
does  not  broaden  the  scope  of  the  goods  or  services  identified 
in  the  basic  application  or  registration. 

The  pre-populated  form  will  include  the  list  of  goods/ 
services  in  the  basic  application  or  registration.  The  applicant 
may  edit  the  list  of  goods  and/or  services  by  either  omitting 
particular  goods  or  services  or  revising  the  description  of 
goods  or  services  populated  from  the  basic  application  or 
registration.  In  the  free  text  form,  the  applicant  must  enter  the 
goods/services  manually.  The  applicant  may  omit  goods  or 
services,  or  revise  the  list  of  goods/services.  Thelist  of  goods 
and  services  for  each  designated  Contracting  Party  must  be 
identical  to  or  narrower  than  the  list  of  goods  or  services  in  the 
international  application. 

Both  the  pre-populated  form  and  the  free-text  form  will  also 
allow  an  applicant  to  change  the  classification  of  goods  and 
services  in  an  international  application.  If  the  goods  or  services 
in  the  basic  apphcation  or  registration  are  classified  in  U.S. 
Classes  A,  B  or  200  or  entirely  under  the  U.S.  classification 
system,  an  applicant  may  want  to  reclassify  goods  or  services 
into  international  classes.  Classes  A,  B  and  200  are  not  part  of 
the  international  classification  system  under  the  Nice  Agree- 
ment. Failure  to  properly  classify  goods  or  services  in  an 
international  application  according  to  the  international  classi- 
fication system  under  the  Nice  Agreement  may  result  in  an  IB 
notice  of  irregularity.  The  Office  will  issue  an  examination 
guide  regarding  classification  on  or  before  November  2,  2003. 

Under  §  7.11(a)(8),  an  international  applicant  must  desig- 
nate at  least  one  Contracting  Party  in  which  it  seeks  an 
extension  of  protection. 

Under  §  7.11(a)(9),  the  international  applicant  must  pay  the 
U.S.  certification  fee  and  the  international  fees  (see  §  7.7)  for 
all  classes  and  all  designated  Contracting  Parties  at  the  time  of 
submission. 

Under  section  61  of  the  Act,  and  §  7.11(a)(10),  an  interna- 
tional apphcant  must  specify  that  applicant  is  a  national  of,  is 
domiciled  in,  or  has  a  real  and  effective  industrial  or  commer- 
cial establishment  in  the  United  States.  If  the  applicant  is  not 
a  national  of  the  United  States  and  the  applicant's  address  on 
the  application  is  outside  of  the  United  States,  the  applicant 
will  be  required  to  provide  the  address  of  the  U.S.  domicile  or 
establishment. 

Section  7.13  sets  forth  the  requirements  for  certifying  and 
forwarding  an  international  application  to  the  IB.  Under  § 
7.13(a),  if  an  international  application  meets  the  requirements 
of  §  7.11(a),  the  Office  will  grant  a  date  of  receipt,  certify  that 
the  information  contained  in  the  international  application 
corresponds  to  the  basic  application  or  registration,  and  for- 
ward the  international  application  electronically  to  the  IB. 

The  Office  must  certify  and  forward  an  international  appli- 
cation to  the  IB  within  two  months  of  the  date  of  receipt  in  the 
Office  in  order  to  provide  the  applicant  with  an  international 
registration  date  as  of  the  date  of  receipt  of  the  international 
application  in  the  Office.  The  Office  will  automatically  certify 
and  forward  to  the  IB  all  international  applications  based  on  a 
single  basic  application  or  registration,  with  no  limitations  on 
the  goods/services  and  no  color  claim,  that  meet  the  require- 
ments of  §  7.11(a).  Limited  review  by  the  Madrid  Processing 
Unit  (MPU)  is  required  for  international  applications  where  the 
goods  or  services  have  been  narrowed  or  a  color  drawing  is 
attached.  International  applications  that  are  completed  on  free 
text  forms  are  reviewed  by  the  MPU.  The  use  of  a  fully 
automated  filing  system  expedites  the  processing  of  interna- 
tional applications  because  information  is  either  pre-populated 
from  Office  records  or  entered  by  the  applicant  directly  into  the 
Office's  automated  systems,  and  electronically  reviewed  for 
certification. 

Section  7.13(b)  states  that  if  the  Office  cannot  certify  that 
the  information  contained  in  the  international  application 
corresponds  with  the  information  in  the  basic  application  or 
registration,  the  Office  will  notify  the  apphcant  that  the 
international  application  cannot  be  certified.  Any  international 
fees  (see  §  7.7)  paid  through  the  Office  will  be  refunded; 
however,  the  Office  will  not  refund  the  certification  fee. 

Correcting  Irregularities  in  International  Apphcation — §  7.14 

The  IB  will  notify  both  the  international  applicant  and  the 
Office  of  any  irregularities  in  an  international  application. 
Under  Rule  1 1  of  the  Common  Regulations,  the  international 
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applicant  must  correct  certain  irregularities  through  the  OfiBce. 
Fees  for  correcting  irregularities  in  an  international  application 
must  be  paid  directly  to  the  IB.  All  other  irregularities 
requiring  applicant's  response  may  either  be  submitted  through 
the  Office  or  filed  directly  at  the  IB.  Section  7.14(b)  sets  forth 
the  types  of  irregularities  that  must  be  corrected  through  the 
Office,  and  §  7.14(e)  sets  forth  the  procedures  for  responding 
to  irregularities  through  the  Office. 

To  be  considered  timely,  responses  to  IB  notices  of  irregu- 
larities must  be  received  by  the  IB  before  the  end  of  the 
response  period  set  forth  in  the  IB's  notice.  Receipt  in  the 
Office  does  not  fulfill  this  requirement. 

Information  about  filing  directly  with  the  IB  is  available  on 
the  WIPO  Web  site,  currently  at  http://www.wipo.int/madrid/ 
en/.  The  applicant  may  contact  the  IB  by  mail  to  the  World 
Intellectual  Property  Organization,  34  chemin  des  Colom- 
bettes,  PO  Box  18,  CH-1211  Geneva  20,  Switzerland;  by 
telephone  at  41  22  338  9111:  by  fax  to  41  22  740  1429;  or  by 
e-mail  to  intreg.mail  @  wipo.int. 

Irregularities  in  Classification  and  Identification  of  Goods/ 
Services 

Rules  1 2  and  1 3  of  the  Common  Regulations  provide  that 
the  IB  will  not  consider  a  response  to  irregularities  in  classi- 
fication or  identification  of  goods  and/or  services  unless  the 
response  is  submitted  through  the  office  of  origin.  Section 
7.14(b)  therefore  requires  that  an  international  applicant  re- 
spond to  irregularities  in  classification  and  identification  of 
goods  and/or  services  through  the  Office.  Because  the  Office 
must  certify  that  the  goods  or  services  in  an  applicant's 
response  are  within  the  scope  of  the  basic  application  or 
registration  at  the  time  the  response  is  filed,  responses  to 
irregularities  in  the  identification  will  be  reviewed  by  the 
MPU. 

If  the  goods  or  services  in  the  basic  application  or  registra- 
tion have  been  amended  since  the  date  the  international 
application  was  submitted  to  the  Office,  the  goods  and  services 
in  the  response  to  the  IB  notice  must  be  within  the  scope  of  the 
amended  goods  and  services.  If  the  response  includes  goods 
and  services  that  exceed  the  scope  of  the  goods  and  services  in 
the  basic  application  or  registration  as  amended,  the  MPU  will 
reject  the  response  and  notify  the  applicant.  If  there  is  time 
remaining  in  the  IB  response  period,  the  applicant  may  submit 
a  corrected  response.  If  the  goods  and  services  in  an  appli- 
cant's response  do  not  exceed  the  scope  of  the  goods  and 
services  in  the  basic  application  or  registration  as  amended, 
and  the  IB  response  period  has  not  expired,  the  MPU  will 
certify  the  goods  and  services  and  forward  the  response  to  the 
IB. 

Fees  To  Correct  Irregularities  Must  Be  Paid  Directly  to  the  IB 

Section  7.14(c)  provides  that  fees  for  correcting  irregulari- 
ties in  an  international  application  must  be  paid  directly  to  the 
IB.  This  is  true  even  if  the  applicant  is  filing  a  response  to 
correct  other  irregularities  through  the  Office.  At  this  time,  the 
Office's  automated  system  cannot  process  fees  to  correct 
irregularities  in  an  international  application. 

Other  Irregularities  Requiring  Response  From  Applicant 

Under  §  7.14(d),  applicants  may  respond  to  all  other 
irregularities  either  through  the  Office  in  accordance  with  § 
7.14(e),  or  directly  at  the  IB.  The  Office  will  not  respond  to  any 
irregularities  on  behalf  of  an  applicant.  Except  for  an  appli- 
cant's response  to  irregularities  in  the  identification  of  goods 
and  services,  the  Office  will  not  review  responses  to  IB  notices 
of  irregularities.  Procedures  for  Responding  to  IB  Notices  of 
Irregularities  Through  the  Office 

To  be  considered  timely,  responses  to  IB  notices  of  irregu- 
larities must  be  received  by  the  IB  before  the  end  of  the 
response  period  set  forth  in  the  IB's  notice.  Receipt  in  the 
Office  does  not  fulfill  the  requirement  for  timely  submission  to 
the  IB. 

Under  §  7.14(e),  the  Office  requires  that  applicants  use 
TEAS  to  submit  responses  through  the  Office.  Responses 
submitted  through  the  Office  for  forwarding  to  the  IB  should  be 
submitted  as  soon  as  possible,  but  at  least  one  month  before  the 
end  of  the  response  deadline  set  forth  in  the  IB's  notice.  The 
Office  will  not  process  any  response  submitted  to  the  Office 
after  the  IB  response  deadline. 


Subsequent  Designations — §  7.21 

Section  64  of  the  Act  and  §  7.21  permit  the  holder  of  an 
international  registration  to  submit  a  subsequent  designation 
through  the  Office,  if:  (1)  The  international  registration  is 
based  on  a  U.S.  application  or  registration;  and  (2)  the  holder 
of  the  international  registration  is  a  national  of,  is  domiciled  in, 
or  has  a  real  and  effective  industrial  or  commercial  establish- 
ment in  the  United  States.  The  holder  also  has  the  option  of 
filing  a  subsequent  designation  directly  with  the  IB. 

Under  §  7.21,  if  a  subsequent  designation  is  submitted 
through  the  Office,  it  must  be  submitted  through  TEAS  and 
include  the  international  registration  number,  the  name  and 
address  of  the  holder  of  the  international  registration,  one  or 
more  Contracting  Parties  in  which  an  extension  of  protection  is 
sought,  and  a  list  of  goods  and/or  services  that  is  identical  to  or 
narrower  than  the  goods  and/or  services  listed  in  the  interna- 
tional registration.  The  holder  can  omit  or  revise  goods  and/or 
services  from  the  subsequent  designation  as  long  as  the 
omission  or  revision  does  not  broaden  the  scope  of  the  goods 
or  services  identified  in  the  international  registration.  The 
holder  must  include  the  U.S.  transmittal  fee  and  all  subsequent 
designation  fees  (see  §  7.7)  at  the  time  of  submission.  The 
Office  is  not  required  to  certify  a  subsequent  designation. 

The  IB  will  review  a  subsequent  designation  for  compliance 
with  Rule  24  of  the  Common  Regulations  before  forwarding 
the  request  for  extension  of  protection  to  the  designated 
Contracting  Parties.  If  there  are  any  irregularities  in  the 
subsequent  designation,  the  IB  will  notify  both  the  holder  and 
the  Office.  The  holder  must  file  any  responses  to  the  notice  or 
irregularities  directly  with  the  IB.  The  Office  will  not  forward 
any  responses  to  irregularities  in  a  subsequent  designation  to 
the  IB,  even  if  the  subsequent  designation  was  submitted 
through  the  Office. 

Recording  Changes  to  International  Registration 

The  IB  shall  record  changes  to  international  registrations 
pursuant  to  Articles  9  and  9\bis\  of  the  Madrid  Protocol. 
Section  7.22  requires  that  all  requests  to  record  changes  to  an 
international  registration  be  filed  at  the  IB,  except  in  the 
limited  circumstances  in  which  an  assignment,  or  restriction  of 
a  holder's  right  of  disposal  of  an  international  registration  or 
the  release  of  such  a  restriction,  must  be  submitted  through  the 
Office,  as  set  forth  in  §§  7.23  and  7.24.  Section  10  of  the  Act 
and  37  CFR  part  3  are  not  applicable  to  such  assignments  or 
restrictions. 

The  Office  will  not  take  note  of  an  assignment  or  restriction 
of  a  holder's  right  of  disposal  of  an  international  registration  in 
its  records  unless  the  IB  notifies  the  Office  that  the  assignment 
or  restriction  has  been  recorded  in  the  International  Register. 
When  the  IB  sends  notice  of  an  assignment  of  an  international 
registration  with  an  extension  of  protection  to  the  United 
States,  the  MPU  will  update  the  ownership  information  in  the 
Trademark  database  and  forward  the  IB  notice  to  the  Assign- 
ment Services  Division  to  update  its  automated  records.  An 
assignment  of  an  extension  of  protection  that  has  not  been 
recorded  at  the  IB  will  not  be  reflected  in  the  Trademark 
database,  even  if  the  assignment  has  been  inadvertently  re- 
corded by  the  Assignment  Services  Division. 

Section  7.23  sets  forth  the  limited  circumstances  in  which  a 
request  to  record  an  assignment  of  an  international  registration 
may  be  submitted  through  the  Office.  The  Office  will  accept 
and  forward  to  the  IB  a  request  to  record  an  assignment  of  an 
international  registration  by  an  assignee  who  is  a  national  of,  is 
domiciled  in  or  has  a  real  and  eff'ective  commercial  or 
industrial  establishment  in  the  U.S.  only  if  the  assignee  cannot 
obtain  the  assignor's  signature  for  the  request  to  record  the 
assignment  and  the  request  meets  the  requirements  of  §  7.23. 

Section  7.24  sets  forth  the  limited  circumstances  in  which  a 
request  to  record  a  restriction  of  a  holder's  right  of  disposal  of 
an  international  registration,  or  the  release  of  such  a  restriction, 
may  be  submitted  through  the  Office.  Under  §  7.24,  the  Office 
will  accept  for  submission  and  forward  to  the  IB  a  request  to 
record  a  restriction  of  a  holder's  right  of  disposal  of  an 
international  registration  (usually  a  security  interest),  or  the 
release  of  such  a  restriction,  by  a  party  holding  the  restriction 
who  is  a  national  of,  is  domiciled  in  or  has  a  real  and  effective 
commercial  or  industrial  establishment  in  the  U.S.  only  if:  (1) 
(i)  The  restriction  is  the  result  of  a  court  order;  or  (ii)  the 
restriction  is  the  result  of  an  agreement  between  the  holder  of 
the  international  registration  and  the  party  restricting  the 
holder's  right  of  disposal,  and  the  signature  of  the  holder  of  the 
international  registration  cannot  be  obtained;  (2)  the  party  who 
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obtained  the  restriction  is  a  national  of,  is  domiciled  in,  or  has 
a  real  and  effective  industrial  or  commercial  establishment  in 
the  United  States;  and  (3)  the  restriction  or  release  appUes  to 
the  holder's  right  to  dispose  of  the  international  registration  in 
the  United  States.  The  request  must  meet  the  requirements  of 
§  7.24(b).  The  Office  will  charge  a  fee  for  transmitting  a 
request  to  record  an  assignment  or  restriction,  or  the  release  of 
a  restriction,  to  the  IB. 

Requests  for  Extension  of  Protection  to  the  United  States 

Under  section  65  of  the  Act,  the  holder  of  an  international 
registration  may  request  an  extension  of  protection  of  the 
international  registration  to  the  United  States,  provided  the 
international  registration  is  not  based  on  a  U.S.  application  or 
registration. 

The  holder  may  file  with  the  IB  a  request  for  extension  of 
protection  to  the  United  States  in  either  an  international 
application  or  a  subsequent  designation.  Section  66(a)  of  the 
Act  requires  that  a  request  for  extension  of  protection  to  the 
United  States  include  a  declaration  of  bona  fide  intention  to  use 
the  mark  in  commerce  that  the  United  States  Congress  can 
regulate.  The  allegations  in  a  verified  statement  required  by  an 
international  applicant  or  holder  seeking  an  extension  of 
protection  of  an  international  registration  to  the  United  States 
are  set  forth  in  §  2.33(e).  See  discussion  below  of  new  § 
2.33(e).  The  IB  will  certify  that  the  request  for  extension  of 
protection  contains  a  properly  signed  declaration  of  bona  fide 
intention  to  use  the  mark  in  commerce  when  it  forwards  the 
request  to  the  Office.  The  declaration  will  remain  part  of  the 
international  registration  on  file  at  the  IB. 

The  IB  will  forward  the  request  for  extension  of  protection 
to  the  Office  electronically.  A  holder  cannot  file  a  request  for 
extension  of  protection  to  the  United  States  directly  with  the 
Office. 

Section  7.25  provides  that  for  purposes  of  examination  and 
opposition,  a  request  for  an  extension  of  protection  to  the 
United  States  will  be  referred  to  as  an  application  for  registra- 
tion under  section  66(a)  of  the  Act;  that  references  to  "appli- 
cations" and  "registrations"  in  37  CFR  part  2  include  exten- 
sions of  protection  to  the  United  States;  and  that  upon 
registration,  an  extension  of  protection  will  be  referred  to  as  a 
"registration,"  a  "registered  extension  of  protection,"  or  a 
"section  66(a)  registration."  With  the  exception  of  §§  2.130- 
2.131,  2.160-2.166,  2.168,  2.172,  2.173,  2.175  and  2.181- 
2.186,  all  the  sections  in  37  CFR  parts  2  and  10  apply  to  a 
request  for  extension  of  protection  to  the  United  States. 

Under  §  7.26,  the  filing  date  of  a  request  for  extension  of 
protection  to  the  United  States  for  purposes  of  examination  in 
the  Office  is:  (1)  The  international  registration  date,  if  the 
request  for  extension  of  protection  to  the  United  States  was 
made  in  the  international  application,  or  (2)  the  date  the  IB 
recorded  the  subsequent  designation,  if  the  request  for  exten- 
sion of  protection  to  the  United  States  was  made  in  a 
subsequent  designation.  Under  section  66(b)  of  the  Act,  the 
filing  date  of  the  extension  of  protection  will  be  considered  the 
date  of  constructive  notice  pursuant  to  section  7(c)  of  the  Act. 

Under  section  67  of  the  Act  and  §  7.27,  the  holder  of  an 
international  registration  may  claim  priority  under  Article  4  of 
the  Paris  Convention  for  the  Protection  of  Industrial  Property 
if:  (1)  The  request  for  an  extension  of  protection  contains  a 
claim  of  priority;  and  (2)  the  international  registration  date  or 
the  date  of  recordal  of  the  subsequent  designation  at  the  IB 
requesting  an  extension  of  protection  to  the  United  States  is  no 
later  than  six  months  after  the  filing  date  of  the  application  that 
formed  the  basis  of  the  claim  of  priority. 

Replacement 

Under  Article  4bis  of  the  Madrid  Protocol,  where  a  mark 
that  is  the  subject  of  a  national  or  regional  registration  in  the 
Office  of  a  Contracting  Party  is  also  the  subject  of  an 
international  registration  and  both  registrations  are  in  the  name 
of  the  same  person,  the  international  registration  is  deemed  to 
replace  the  national  or  regional  registration,  without  prejudice 
to  any  rights  acquired  by  virtue  of  the  latter,  provided  that:  (1) 
The  protection  resulting  from  the  international  registration 
extends  to  that  Contracting  Party;  (2)  all  the  goods  and  services 
listed  in  the  national  or  regional  registration  are  also  listed  in 
the  international  registration  with  respect  to  that  Contracting 
Party;  and  (3)  the  extension  of  protection  takes  effect  after  the 
date  of  the  national  or  regional  registration. 


Under  section  74  of  the  Act  and  §  7.28(a),  a  registered 
extension  of  protection  to  the  United  States  affords  the  same 
rights  as  a  previously  issued  U.S.  registration  if:  (1)  Both 
registrations  are  owned  by  the  same  person  and  identify  the 
same  mark;  and  (2)  the  goods/  services  in  the  previously  issued 
U.S.  registration  are  covered  by  the  registered  extension  of 
protection.  Under  §  7.28(b),  the  holder  of  a  registered  exten- 
sion of  protection  may  request  that  the  Office  note  in  its  records 
replacement  of  the  earUer  U.S.  registration  by  the  extension  of 
protection.  The  Office  will  require  a  fee  to  note  replacement. 

Under  §  7.29,  the  replaced  U.S.  registration  will  remain  in 
force,  unless  cancelled,  expired  or  surrendered,  as  long  as  the 
owner  files  affidavits  or  declarations  of  use  or  excusable 
nonuse  under  section  8  of  the  Act  and  renews  the  registration 
under  section  9  of  the  Act. 

Effect  of  Cancellation  or  Expiration  of  International  Registra- 
tion on  Extension  of  Protection 

Under  section  70  of  the  Act  and  §  7.30,  the  Office  will 
cancel  a  pending  or  registered  extension  of  protection  to  the 
United  States,  in  whole  or  in  part,  if  the  IB  notifies  the  Office 
of  the  cancellation  or  expiration  of  the  corresponding  interna- 
tional registration,  in  whole  or  in  part. 

Transformation 

Under  section  70(c)  of  the  Act  and  §  7.3 1 ,  if  an  international 
registration  is  cancelled,  in  whole  or  in  part,  by  the  IB  at  the 
request  of  the  office  of  origin  under  Article  6(4)  of  the  Madrid 
Protocol  (due  to  the  cancellation  or  expiration  of  the  basic 
application  or  registration),  the  holder  of  the  international 
registration  may  file  a  request  to  transform  the  corresponding 
extension  of  protection  to  the  United  States  into  an  application 
under  sections  1  and/or  44  of  the  Act.  If  only  a  portion  of  the 
cancelled  goods  and  services  in  the  international  registration 
pertains  to  the  extension  of  protection  to  the  United  States,  the 
Office  will  not  cancel  the  entire  extension  of  protection,  but 
will  instead  delete  the  cancelled  goods  or  services  from  the 
extension  of  protection.  The  holder  of  the  extension  of  protec- 
tion may  request  transformation  only  as  to  the  cancelled  goods 
or  services. 

The  requirements  for  transformation  are  set  forth  in  § 
7.3 1(a).  The  holder  of  an  international  registration  must  file  the 
request  for  transformation  through  TEAS  within  three  months 
of  the  date  of  cancellation  of  the  international  registration.  The 
request  must  include  an  apphcation  filing  fee  for  at  least  one 
class  of  goods  and/  or  services. 

Under  §  7.31(b),  if  a  request  for  transformation  contains  all 
the  elements  in  §  7.31(a),  the  cancelled  extension  of  protection 
to  the  United  States  will  be  transformed  into  an  application 
under  sections  1  and/or  44  of  the  Act.  The  appUcation  will  be 
accorded  the  same  filing  date  and  same  priority  (if  any)  as  the 
cancelled  extension  of  protection  to  the  United  States.  The 
application  resulting  from  the  transformation  will  be  examined 
as  a  new  application  under  part  2  and,  if  approved  for 
publication,  pubUshed  for  opposition.  The  application  must 
meet  all  the  requirements  of  the  Act  and  rules  for  an  applica- 
tion under  section  1  and/or  section  44  of  the  Act,  as  appropri- 
ate. 

If  the  holder  does  not  meet  the  requirements  of  §  7.31(a),  the 
Office  will  not  process  the  request  for  transformation. 

Maintaining  an  Extension  of  Protection  to  the  United  States 

Section  71  of  the  Act  and  §  7.36  require  the  holder  of  an 
international  registration  with  a  registered  extension  of  protec- 
tion to  the  United  States  to  file  an  affidavit  or  declaration  of  use 
in  commerce  or  excusable  nonuse  during  the  following  time 
periods:  (1)  Between  the  fifth  and  sixth  year  after  the  date  of 
registration  in  the  United  States;  and  (2)  within  the  six-month 
period  before  the  end  of  every  ten-year  period  after  the  date  of 
registration  in  the  United  States,  or  upon  payment  of  a  grace 
period  surcharge,  within  the  three-  month  grace  period  imme- 
diately following. 

There  is  no  requirement  in  the  MPIA  that  the  holder  of  a 
registered  extension  of  protection  to  the  United  States  renew 
the  extension  of  protection  in  the  Office  under  section  9  of  the 
Act.  Renewal  of  international  registrations  is  governed  by 
Article  7  of  the  Madrid  Protocol  and  Rules  29-31  of  the 
Common  Regulations.  The  term  of  an  international  registration 
is  ten  years,  and  it  may  be  renewed  for  ten  years  upon  payment 
of  the  renewal  fee. 
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Under  §  7.41.  renewal  of  an  international  registration  and  its 
extension  of  protection  to  the  United  States  must  be  made 
directly  with  the  IB.  A  request  for  renewal  of  an  international 
registration  cannot  be  submitted  through  the  Office.  If  an 
international  registration  is  not  renewed  at  the  IB,  the  regis- 
tration will  lapse,  and  the  IB  will  notify  the  Office.  Pursuant  to 
section  70(b)  of  the  Act,  the  Office  will  cancel  the  correspond- 
ing extension  of  protection  to  the  United  States. 

Comments  to  Part  7  Rules 

Comment:  One  comment  voiced  a  concern  that  people  who 
reside  in  the  West  will  be  disadvantaged  by  the  Office's 
adherence  to  Eastern  Time  for  according  date  and  time  of 
receipt  of  correspondence  under  §  7.4. 

Response:  The  Office  currently  uses  Eastern  Time  to  accord 
a  date  and  time  of  receipt  to  trademark-related  correspondence, 
even  when  documents  are  submitted  by  customers  on  the  West 
Coast  and  overseas.  Under  the  current  practice,  the  Office  is 
able  to  consistently  accord  a  receipt  date  to  the  thousands  of 
documents  it  receives  daily,  without  regard  to  the  time  zone  in 
which  the  correspondence  originated.  This  ensures  effective 
and  expeditious  processing  of  incoming  correspondence.  Ap- 
plying the  same  practice  to  correspondence  related  to  interna- 
tional applications  and  registrations  will  provide  continuity  to 
the  incoming  correspondence  process. 

Comment:  One  comment  requested  an  explanation  of  the 
Office's  fees  for  transmitting  IB  filings  submitted  electroni- 
cally by  applicants  and  the  associated  burden  on  the  Office  in 
comparison  with  the  fees  and  associated  burden  on  other 
national  trademark  offices. 

Response:  The  fees  for  processing  IB  filings  under  the 
Madrid  Protocol  reflect  not  only  the  "handling  fee"  but  also  the 
cost  of  redesigning  the  Office's  automated  systems  so  that  it 
can  receive  documents  from  and  transmit  documents  to  the  IB, 
and  maintain  electronic  copies  of  documents  sent  to  and 
received  from  the  IB;  the  cost  of  reprogramming  and  expand- 
ing TEAS  to  add  new  forms  for  filings  related  to  the  Madrid 
Protocol;  and  the  expense  associated  with  establishing,  staffing 
and  operating  a  new  business  unit,  the  Madrid  Processing  Unit 
(MPU).  Each  Contracting  Party  sets  their  own  transmittal  fees. 
The  Office  does  not  provide  information  about  other  national 
trademark  offices. 

Comment:  Two  comments  opposed  mandatory  electronic 
filing  and  requested  that  the  Office  provide  an  alternative  to 
electronic  filing. 

Response:  It  is  imperative  that  the  Office  process  interna- 
tional applications  expeditiously  because  the  Office  must 
certify  and  forward  an  international  application  meeting  the 
requirements  of  §  7.11  to  the  IB  within  two  months  of  the  date 
of  receipt  in  the  Office  in  order  to  provide  the  applicant  with  an 
international  registration  date  as  of  the  date  of  receipt  of  the 
international  application  in  the  Office.  Electronic  filing  saves 
the  Office  time  in  processing  international  applications  and 
provides  greater  assurance  to  customers  and  the  Office  that  the 
information  contained  in  the  electronic  application  is  accurate. 
The  pre-populated  form  takes  information  directly  from  the 
Office  records,  and  the  information  entered  by  an  applicant  in 
the  free  text  form  is  entered  directly  into  the  Office's  auto- 
mated system.  The  use  of  a  completely  automated  system 
eliminates  the  additional  time  and  work  steps  involved  in 
scanning  a  paper  application  into  electronic  form  and  reduces 
the  possibility  of  the  paper  application  becoming  lost  within 
the  Office. 

Comment:  Four  comments  requested  that  the  Office  elimi- 
nate the  requirement  for  an  address  that  is  identical  to  the 
address  in  the  basic  application  or  registration. 

Response:  The  Office  has  eliminated  that  requirement. 

Comment:  Two  comments  suggested  that  the  Office  adopt  a 
mechanism  to  link  the  trademark  automated  records  with  the 
assignment  automated  records  to  avoid  ownership  discrepan- 
cies in  the  Office  records. 

Response:  The  Office  has  created  an  interface  between  the 
automated  system  in  the  Assignment  Services  Division  of  the 
Office  and  the  Trademark  database  that  will  enable  the  Office 
to  update  ownership  information  in  the  Trademark  database 
when  an  assignment  of  the  entire  interest  and  goodwill,  a  name 
change  or  a  merger  has  been  recorded  in  the  Assignment 
Services  Division.  This  change  in  practice  will  apply  only  to 
documents  recorded  on  and  after  the  date  on  which  the  new 
procedures  are  implemented.  The  Office  will  implement  these 
new  procedures  on  or  before  November  2,  2003.  A  notice  with 
detailed  guidelines  will  be  published  in  the  Official  Gazette  and 
posted  on  the  Office's  Web  site  prior  to  November  2,  2003. 


Comment:  One  comment  asked  if  the  TEAS  form  will 
permit  an  international  applicant  to  authorize  some  charges  to 
a  U.S.  deposit  account  and  other  charges  to  an  IB  account  in  a 
single  filing. 

Response:  The  TEAS  form  is  designed  to  permit  an  inter- 
national applicant  to  authorize  some  charges  to  a  U.S.  deposit 
account  and  other  charges  to  an  IB  account  in  a  single  filing. 

Comment:  Two  comments  requested  that  the  Office  treat 
international  applications  that  do  not  meet  the  requirements  of 
§  7.11(a)  as  informal  and  allow  applicants  an  opportunity  to 
correct  any  deficiencies. 

Response:  Setting  up  a  docketing  system  for  informal 
international  applications  is  unnecessary  and  inefficient.  Since 
an  international  application  is  filed  in  "real"  time  through 
TEAS,  if  required  information  is  omitted  from  an  international 
application,  the  applicant  will  immediately  receive  a  TEAS 
error  message.  If  the  Office  cannot  certify  an  international 
application,  the  MPU  will  send  an  e-mail  message.  In  either 
case,  the  applicant  may  immediately  re-file  the  international 
application  with  the  correct  information  through  TEAS. 

Comment:  One  comment  suggested  that  §  7.14  identify  the 
irregularities  that  the  Office  must  correct  under  the  Common 
Regulations. 

Response:  The  suggestion  has  not  been  adopted.  The  irregu- 
larities that  the  Office  must  remedy  are  set  forth  in  Rule  11(4) 
of  the  Common  Regulations,  and  are  not  repeated  in  part  7  of 
these  rules. 

Comment:  One  comment  requested  that  the  Office  change 
the  applicant's  deadline  for  submitting  responses  to  IB  notices 
of  irregularities  through  TEAS  from  one  month  to  seven  days 
prior  to  the  IB  deadline. 

Response:  The  one-month  response  period  set  forth  in  § 
7.14(e)  is  a  suggestion,  not  a  deadline.  Only  responses  to 
correct  irregularities  in  classification  and  identification  of 
goods  and  services  must  be  submitted  through  the  Office.  Early 
submission  is  encouraged  to  allow  the  Office  sufficient  time  to 
process  responses  to  irregularities  in  classification  and  identi- 
fication of  goods  and/or  services  through  the  Office.  Fees  for 
correcting  irregularities  must  be  paid  directly  to  the  IB.  All 
other  responses  to  correct  irregularities  can  be  filed  directly  at 
the  IB  or  submitted  through  the  Office  for  forwarding  to  the  IB. 
See  discussion  above  of  §  7.14. 

Comment:  One  comment  stated  that  the  Office  should  be 
willing  to  assist  international  applicants  in  resolving  classifi- 
cation or  identification  issues  raised  by  the  IB. 

Response:  The  IB  will  propose  changes  to  the  identification 
and  classification  of  goods  and  services  in  its  notice  of 
irregularities  concerning  goods  and  services.  Because  the  final 
decision  on  classification  and  identification  for  an  international 
application  rests  with  the  IB,  the  Office  recommends  that 
applicants  adopt  suggestions  offered  by  the  IB,  if  accurate. 

Comment:  One  comment  requested  that  the  Office  treat 
deficient  requests  to  record  an  assignment  or  restriction  (see  §§ 
7.23  and  7.24)  as  informal  and  allow  the  filer  an  opportunity  to 
correct  deficiencies  within  a  reasonable  time. 

Response:  Setting  up  a  docketing  system  for  deficient 
requests  is  unnecessary  and  inefficient.  If  the  request  is 
deficient,  the  Office  will  inform  the  filer  of  the  deficiency  in  an 
e-mail  message.  The  applicant/holder  will  have  the  opportunity 
to  immediately  re-file. 

Comment:  One  comment  stated  that  noting  replacement  of 
an  extension  of  protection  before  registration  could  cause 
confusion  as  to  the  effect  of  such  notice. 

Response:  The  Office  has  revised  §  7.28.  Under  Article  4bis 
of  the  Madrid  Protocol  and  section  74  of  the  Act,  replacement 
does  not  take  effect  until  the  extension  of  protection  matures 
into  a  registration.  Therefore,  the  Office  will  not  note  replace- 
ment of  an  extension  of  protection  unless  the  mark  has 
registered. 

Comment:  Two  comments  stated  that  the  grace  period  for 
affidavits  of  use  under  §  7.36  should  be  changed  from  three 
months  to  six  months. 

Response:  The  grace  period  for  filing  an  affidavit  of  use  of  a 
registered  extension  of  protection  is  set  forth  in  section  71  of 
the  Act  and  will  require  a  statutory  amendment. 

Amendment  to  Part  2  Rules 

In  addition  to  the  new  rules  added  as  part  7  of  37  CFR,  the 
Office  is  amending  rules  and  adding  new  rules  to  part  2  of  37 
CI-R  to  bring  the  rules  of  practice  in  trademark  cases  into 
conformance  with  the  MPIA,  to  set  forth  the  requirements  for 
examination  and  registration  of  extensions  of  protection  to  the 
United  States,  as  well  as  proceedings  before  the  Trademark 
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Trial  and  Appeal  Board  relating  to  them,  and  to  otherwise 
clarify  and  improve  the  procedures  for  processing  trademark 
applications  and  conducting  proceedings  before  the  Trademark 
Trial  and  Appeal  Board. 

The  Office  is  amending  rules  2.2,  2.11,  2.17,  2.18,  2.19, 
2.21,  2.33,  2.34,  2.35,  2.37,  2.47,  2.51,  2.52,  2.56,  2.65,  2.66, 
2.73,  2.75,  2.84,  2.88,  2.101,  2.102,  2.104,  2.105,  2.107,  2.111, 
2.112,  2.113,  2.118,  2.121,  2.123,  2.127,  2.128,  2.130,  2.131, 
2.142,  2.145,  2.146,  2.151,  2.161,  and  2.171;  and  adding  rules 
2.53,  2.54,  and  2.126. 

The  Office  is  amending  §  2.2  to  add  definitions  of  "ESTTA" 
(Electronic  System  for  Trademark  Trials  and  Appeals)  and 
"international  application." 

The  Office  is  revising  §  2.11  and  its  heading  to  indicate  that 
representation  before  the  Office  is  governed  by  37  CFR  10.14. 
It  is  redundant  to  have  provisions  governing  representation 
before  the  Office  in  both  parts  2  and  10. 

The  Office  is  rewording  §  2.17(b)  by  adding  a  reference  to 
§  10.14(b),  and  rewording  §  2.17(a)  and  (c)  by  replacing 
"paper"  with  "document." 

The  Office  is  amending  §  2.18  to  clarify  procedures  for 
establishing  a  correspondence  address  in  trademark  cases.  The 
amendment  does  not  change  current  practice. 

The  Office  is  amending  §  2.19(a)  to  clarify  procedures  for 
sending  correspondence  after  a  power  of  attorney  is  revoked, 
and  amending  §  2.19(b)  to  indicate  that  the  procedures  for 
permissive  withdrawal  of  an  attorney  are  governed  by  §  10.40. 

The  Office  is  amending  §  2.21(a)  to  indicate  that  §  2.21  sets 
forth  the  minimum  filing  requirements  only  for  applications 
under  sections  1  and  44  of  the  Act.  The  filing  date  of  an 
application  under  section  66(a)  of  the  Act  is  governed  by 
section  66(b)  of  the  Act  and  §  7.26. 

Section  2.33(d)(1)  is  amended  to  delete  the  requirement  that 
a  party  who  signs  a  trademark  document  electronically  print, 
sign,  date  and  maintain  a  paper  copy  of  the  electronic  submis- 
sion. It  is  burdensome  and  inefficient  to  require  parties  who  file 
electronically  to  maintain  both  paper  and  electronic  records  of 
the  filings. 

The  Office  is  also  amending  §  2.33  by  adding  paragraph  (e), 
setting  forth  the  requirements  for  a  verified  statement  for  an 
application  under  section  66(a)  of  the  Act,  and  stating  that  the 
verified  statement  is  part  of  the  international  registration  on  file 
at  the  IB. 

The  Office  is  removing  §§  2.34(a)(l)(v),  2.34(a)(2)(ii), 
2.34(a)(3)(iv)  and  2.34(a)(4)(iv),  which  state  that  an  appUca- 
tion  may  list  more  than  one  item  of  goods  or  more  than  one 
service,  provided  that  the  applicant  has  used  or  has  a  bona  fide 
intention  to  use  the  mark  in  commerce  on  or  in  connection  with 
all  the  specified  goods  or  services.  This  is  stated  in  §§ 
2.32(a)(6),  2.33(b)(1)  and  2.33(b)(2),  and  it  is  unnecessary  to 
repeat  it  in  §  2.34. 

The  Office  is  amending  §  2.34(a)(4)(i)(A)  to  require  that  an 
application  based  on  section  44(d)  of  the  Act  specify  the  serial 
number  of  the  foreign  application.  This  incorporates  a  require- 
ment of  Article  4(D)(5)  of  the  Paris  Convention,  and  codifies 
current  practice,  as  stated  in  TMEP  §  1003. 

The  Office  is  adding  a  new  §  2.34(a)(5),  setting  forth  a 
request  for  extension  of  protection  of  an  international  registra- 
tion under  section  66(a)  of  the  Act  as  a  fifth  basis  for  filing  a 
trademark  application. 

The  Office  is  revising  §  2.34(b)  to  provide  that  more  than 
one  basis  can  be  claimed  only  in  an  application  under  section 
1  or  44  of  the  Act,  and  that  a  basis  under  section  66(a)  of  the 
Act  cannot  be  combined  with  any  other  basis. 

The  Office  is  revising  §  2.35(a)  to  state  that  in  an  appUcation 
under  section  66(a)  of  the  Act,  the  applicant  may  not  add, 
substitute  or  delete  a  basis,  unless  the  applicant  meets  the 
requirements  for  transformation  under  section  70(c)  of  the  Act 
and  §  7.31. 

The  Office  is  revising  §  2.35(b)  to  clarify  that  the  require- 
ments for  adding,  substituting  or  deleting  a  basis  apply  only  to 
applications  under  sections  1  and  44  of  the  Act.  This  does  not 
change  current  practice. 

The  Office  is  redesignating  §  2.35(c)  through  2.35(h)  as  § 
2.35(b)(3)  through  2.35(b)(8). 

The  Office  is  amending  §  2.37(b)  to  delete  the  requirement 
for  a  description  of  a  mark  that  has  color.  The  requirement  for 
a  description  of  color  for  marks  where  color  is  claimed  as  a 
feature  of  the  mark  is  already  set  forth  in  §  2.52,  and  it  is 
unnecessary  to  repeat  the  requirement  in  §  2.37. 

The  Office  is  amending  §  2.47  to  indicate  that  an  application 
under  section  66(a)  of  the  Act  is  not  eligible  for  registration  on 
the  Supplemental  Register.  Section  68(a)(4)  of  the  Act  pro- 


vides that  registration  of  an  extension  of  protection  of  an 
international  registration  shall  be  refused  to  any  mark  not 
ehgible  for  registration  on  the  Principal  Register. 

The  Office  is  rewording  §  2.51  to  simplify  the  rule  and  to 
add  a  provision  that,  in  an  appUcation  under  section  66(a)  of 
the  Act,  the  drawing  of  the  mark  must  be  a  substantiaUy  exact 
representation  of  the  mark  that  appears  in  the  international 
registration. 

The  Office  is  revising  §  2.52  to  clarify  the  types  of  drawings 
and  format  for  drawings.  There  are  two  types  of  drawings:  (1) 
Standard  character  drawings;  and  (2)  special  form  drawings. 
Currently  the  rules  refer  to  "typed  drawings."  The  Office  is 
using  the  term  "standard  character"  in  the  amended  rules 
instead  of  the  term"typed"  because  this  is  the  term  used  for 
international  appUcations  under  the  Madrid  Protocol.  Section 
2.52(a)  sets  forth  the  requirements  for  a  standard  character 
drawing,  and  §  2.52(b)  sets  forth  the  requirements  for  a  special 
form  drawing. 

Section  2.52(a)  permits  an  applicant  to  submit  a  standard 
character  drawing,  if  the  applicant  seeks  to  register  words, 
letters,  and/or  numbers  without  claim  to  any  particular  font 
style,  size,  or  color,  and  the  mark  does  not  include  a  design 
element.  Only  Latin  characters,  Roman  or  Arabic  numerals  and 
common  punctuation  and  diacritical  marks  may  be  used  in  a 
standard  character  drawing.  The  Office  has  created  a  chart  of 
acceptable  characters  that  may  be  included  in  a  standard 
character  drawing.  The  Office's  standard  characters  set  is 
attached  as  an  appendix  to  this  notice  and  will  be  pubhshed  on 
the  Office's  Web  site  and  linked  to  TEAS  forms. 

A  standard  character  drawing  does  not  have  to  display  the 
mark  in  all  upper  case  letters,  but  may  display  the  mark  in  any 
font  style.  To  avoid  any  confusion  as  to  whether  an  applicant 
is  seeking  registration  of  a  mark  in  standard  characters  or  in  the 
particular  font  style  depicted  in  the  drawing,  §  2.52(a)(1) 
requires  an  appUcant  seeking  registration  of  a  mark  in  standard 
characters  to  submit  a  statement  that  the  mark  is  in  standard 
characters  and  that  no  claim  is  made  to  any  particular  font 
style,  size,  or  color.  If  a  drawing  displays  a  mark  in  all  capital 
letters  or  includes  the  wording  "typed  drawing,"  the  Office  will 
treat  the  drawing  as  a  standard  character  drawing  and  the 
examining  attorney  will  amend  the  application  to  include  a 
standard  characters  statement  by  Examiner's  Amendment.  No 
prior  authorization  from  the  applicant  is  required  for  this  type 
of  Examiner's  Amendment.  If  it  is  unclear  whether  the  drawing 
is  a  standard  character  drawing  or  a  special  form  drawing,  the 
examining  attorney  will  require  the  applicant  to  clarify  the  type 
of  drawing  during  examination. 

Section  2.52(b)  requires  a  special  form  drawing  if  an 
applicant  seeks  to  register  a  design,  a  mark  that  contains  color, 
or  a  mark  comprised  of  words,  letters  and/or  numbers  in  a 
particular  font  style  or  size. 

Section  2.52(b)(1)  requires  that  if  a  mark  includes  color,  the 
drawing  must  show  the  mark  in  color  and  the  apphcant  must 
claim  color  as  a  feature  of  the  mark,  name  the  color(s)  and 
describe  where  the  color(s)  appear  in  the  mark. 

Currently,  the  Office  does  not  accept  color  drawings.  Under 
the  current  rules,  to  show  color  in  a  mark,  an  applicant  must 
submit  a  black  and  white  drawing,  with  a  statement  identifying 
the  color(s)  and  describing  where  they  appear  in  the  mark. 
Alternatively,  an  apphcant  may  show  color  by  using  the  lining 
chart  set  forth  in  TMEP  §  807.09(b). 

Effective  November  2,  2003,  the  Office  will  accept  color 
drawings,  and  will  require  that  applicants  whose  marks  include 
color  submit  a  drawing  that  shows  color.  The  Office  will  no 
longer  accept  black  and  white  drawings  with  a  color  claim,  or 
drawings  that  are  "lined  for  color."  Under  §  2.52(b)(1),  if  color 
is  not  claimed  as  a  feature  of  the  mark,  the  applicant  must 
submit  a  black  and  white  drawing.  This  is  consistent  with  the 
requirements  for  international  applications  under  the  Madrid 
Protocol. 

The  new  requirements  under  §  2.52(b)(1)  do  not  prohibit  the 
use  of  stippling  in  a  black  and  white  drawing.  The  Office  will 
continue  to  process  drawings  with  stippling  as  black  and  white 
drawings.  However,  if  shading  in  a  mark  produces  gray  tones 
or  gray  is  a  feature  of  the  mark,  the  Office  will  process  the 
drawing  as  a  color  drawing  and  require  a  color  claim. 

The  Office  is  adding  §  2.53,  setting  forth  additional  require- 
ments for  drawings  filed  through  TEAS,  and  §  2.54,  setting 
forth  additional  requirements  for  drawings  submitted  on  paper. 

Section  2.53(a)  requires  an  applicant  submitting  a  standard 
character  drawing  to  type  the  mark  in  the  appropriate  field  on 
the  TEAS  form  or  attach  a  digitized  image  of  the  mark  that 
meets  the  requirements  of  §  2.53(c).  If  the  applicant  enters  the 
mark  in  the  appropriate  text  field  on  the  TEAS  form  and  the 
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standard  characters  in  the  applicant's  mark  are  all  included  in 
the  Office's  standard  character  set  (see  Appendix),  the  Office 
will  create  a  digitized  image  of  the  mark  in  .jpg  format  and 
attach  the  image  to  the  TEAS  submission.  If  the  applicant 
enters  a  mark  that  includes  characters  not  in  the  Office's 
standard  character  set,  an  error  message  will  appear.  The 
applicant  will  then  be  required  to  attach  a  digitized  image  of 
the  mark  that  meets  the  requirements  of  §  2.53(c). 

Section  2.53(b)  requires  an  applicant  fihng  a  special  form 
drawing  to  attach  to  its  TEAS  submission  a  digitized  image  of 
the  mark  that  meets  the  requirements  of  §  2.53(c). 

Section  2.53(c)  requires  a  digitized  image  of  the  mark  that  is 
in  .jpg  format  and  scanned  at  no  less  than  300  dots  per  inch  and 
no  more  than  350  dots  per  inch  with  a  length  and  width  of  no 
less  than  250  pixels  and  no  more  than  944  pixels.  The  image 
must  be  clear  and  produce  a  high  quahty  image  when  copied. 
These  requirements  are  necessary  to  ensure  that  the  Office 
database  contains  a  clear  and  accurate  reproduction  of  the 
mark  and  meets  the  8  cm  by  8  cm  size  limit  that  is  required  for 
an  international  application. 

The  Office  is  adding  §  2.54,  setting  forth  the  requirements 
for  a  paper  drawing.  These  requirements  are  necessary  to 
ensure  that  the  Office  receives  an  image  that  can  be  scanned 
into  its  database  without  losing  clarity. 

The  Office  is  amending  §  2.56(d)(4)  to  require  that  a 
specimen  transmitted  electronically  be  a  digitized  image  in  .jpg 
format. 

The  Office  is  amending  §  2.65(a)  to  add  a  statement  that  if 
a  refusal  or  requirement  is  expressly  limited  to  only  certain 
goods  and/  or  services  and  the  applicant  fails  to  file  a  complete 
response  to  the  refusal  or  requirement,  the  application  shall  be 
abandoned  only  as  to  those  particular  goods  and/or  services. 
This  is  a  change  in  practice.  Currently,  failure  to  respond  to  a 
refusal  that  pertains  to  fewer  than  all  the  goods  and/or  services, 
or  fewer  than  all  the  classes,  will  result  in  abandonment  of  the 
entire  application.  See  TMEP  §  1403.05.  This  change  in 
practice  will  result  in  fewer  abandoned  applications  and 
comports  with  sections  68(c)  and  69(a)  of  the  Act,  which 
provide  that  an  application  under  section  66(a)  of  the  Act  is 
automatically  protected  with  respect  to  any  goods  or  services 
for  which  the  Office  has  not  timely  notified  the  IB  of  a  refusal. 

Proposed  §  2.66(a)  required  an  applicant  to  file  a  petition  to 
revive  an  abandoned  application  based  on  unintentional  delay 
within  two  months  of  the  mailing  date  of  the  notice  of 
abandonment.  The  proposed  rule  removed  §  2.66(a)(2),  which 
provides  that  such  a  petition  may  be  filed  within  two  months  of 
actual  knowledge  of  the  abandonment  if  the  applicant  did  not 
receive  the  notice  of  abandonment  and  the  applicant  was 
diligent  in  checking  the  status  of  the  application.  This  change 
in  practice  was  proposed  to  improve  the  accuracy  and  integrity 
of  the  Office  database,  to  prevent  harm  to  third  parties  who 
have  searched  Office  records,  and  to  prevent  the  loss  of 
international  registrations  due  to  the  abandonment  of  the  basic 
application. 

The  strict  time  limits  imposed  by  Article  5(2)  of  the  Madrid 
Protocol  for  issuing  refusals  of  requests  for  extension  of 
protection  of  international  registrations  to  the  United  States 
increase  the  importance  of  the  accuracy  and  integrity  of  the 
Office  database.  Moreover,  because  of  the  dependency  of  an 
international  registration  on  a  basic  application  under  Article  6 
of  the  Madrid  Protocol,  filing  a  petition  to  revive  an  abandoned 
application  that  serves  as  the  basis  of  an  international  regis- 
tration, more  than  two  months  after  the  date  of  abandonment 
may  result  in  the  loss  of  the  international  registration.  If  the 
basic  application  is  abandoned,  and  a  petition  to  revive  is  not 
filed  within  two  months  of  the  mailing  date  of  the  notice  of 
abandonment,  the  Office  will  notify  the  IB  of  the  abandonment 
of  the  application.  The  IB  will  then  cancel  the  international 
registration  that  was  based  on  the  U.S.  application.  Once  the  IB 
cancels  an  international  registration,  it  cannot  be  revived,  even 
if  the  basic  application  is  revived. 

However,  in  view  of  several  comments  objecting  to  the 
proposed  amendment,  the  Office  has  reconsidered  this  pro- 
posed change  and  is  not  removing  §  2.66(a)(2).  Instead,  the 
Office  is  revising  §  2.66(a)(2)  to  require  that  an  applicant,  who 
files  a  petition  to  revive  within  two  months  of  actual  knowl- 
edge of  the  abandonment  of  the  application  and  who  did  not 
receive  a  notice  of  abandonment  of  the  application,  must  have 
been  diligent  in  checking  the  status  of  the  application  every  six 
months  from  the  filing  date  of  the  application  to  the  issuance  of 
a  registration  in  accordance  with  §  2.146(i). 

The  Office  is  not  adopting  proposed  §  2.72(d),  which  would 
have  provided  that  in  an  application  under  section  66(a)  of  the 
Act,  the  applicant  could  amend  the  description  or  drawing  of 


the  mark  if  the  proposed  amendment  does  not  materially  alter 
the  mark.  The  Madrid  Protocol  and  the  Common  Regulations 
do  not  permit  the  amendment  of  a  mark  in  an  international 
registration.  If  the  holder  of  the  international  registration  wants 
to  change  the  mark  in  any  way,  even  slightly,  the  holder  must 
file  a  new  international  application.  See  the  IB's  Guide  to 
International  Registration,  Para.  B. II. 69.02  (2002).  Because  an 
application  under  section  66(a)  of  the  Act  is  a  request  to  extend 
protection  of  the  mark  in  an  international  registration  to  the 
United  States,  the  Office  will  not  permit  any  amendment  to  the 
mark  in  a  section  66(a)  application. 

Section  2.73  sets  forth  the  requirements  for  amendment  of 
an  application  to  recite  concurrent  use  under  section  2(d)  of  the 
Act.  The  Office  is  amending  §  2.73(a)  to  add  references  to 
applications  under  sections  44  and  66(a)  of  the  Act. 

The  Office  is  adding  a  new  §  2.75(c),  stating  that  in  an 
application  under  section  66(a)  of  the  Act,  the  applicant  may 
not  amend  the  application  to  the  Supplemental  Register.  As 
noted  above,  section  68(a)(4)  of  the  Act  provides  that  regis- 
tration of  an  extension  of  protection  of  an  international 
registration  shall  be  refused  to  any  mark  not  eligible  for 
registration  on  the  Principal  Register. 

The  Office  is  revising  §  2.84(a)  and  (b)  to  add  references  to 
the  new  filing  basis  under  section  66(a)  of  the  Act.  The 
provisions  with  respect  to  requesting  jurisdiction  over  pub- 
lished section  66(a)  applications  are  similar  to  those  in 
applications  under  sections  1(a)  and  44  of  the  Act.  However, 
when  deciding  whether  to  grant  requests  for  jurisdiction  of 
section  66(a)  applications,  the  Director  must  also  consider  the 
strict  time  limits  for  notifying  the  IB  of  a  refusal  of  an 
application  under  section  66(a)  of  the  Act,  set  forth  in  Article 
5(2)  of  the  Madrid  Protocol  and  section  68(c)  of  the  Act. 

Section  2.88(i)(3)  is  amended  to  correct  a  cross-reference. 

The  Office  is  amending  §§  2.101(a),  2.111(a),  2.118  and 
2.145(c)(4)  to  refer  to  the  United  States  Patent  and  Trademark 
Office  as  Office. 

The  Office  is  amending  §  2.101(b)  to  substitute  "person"  for 
"entity"  to  track  the  statutory  language;  to  make  the  rule 
gender  neutral;  to  clarify  the  definitions  of  "attorney"  and 
"other  authorized  representative"  by  reference  to  §§  10.1(c) 
and  10.14(b),  respectively;  to  clarify  that  an  opposition  must 
be  signed;  and  to  indicate  that  electronic  signatures  are 
required  for  electronically  filed  oppositions. 

The  Office  is  adding  a  new  §  2.101(b)(1)  and  a  new  § 
2.101(b)(2)  stating  that  an  opposition  to  an  application  based 
on  section  1  or  44  of  the  Act  must  be  filed  either  on  paper  or 
electronically  through  ESTTA,  but  that  an  opposition  to  an 
application  based  on  section  66(a)  of  the  Act  must  be  filed  only 
through  ESTTA. 

The  Office  is  revising  §  2.101(d)(1)  through  §  2.101(d)(3) 
and  adding  new  §  2.101(d)(3)(i)  through  §  2.101(d)(3)(iii)  to 
indicate  that  the  Office  will  not  accept  an  opposition  submitted 
through  ESTTA  that  does  not  include  fees  to  cover  all  named 
party  opposers  and  all  classes  opposed;  and  that  the  Office  will 
not  institute  an  opposition  proceeding  if  an  opposition  submit- 
ted on  paper  does  not  include  a  fee  sufficient  to  pay  for  one 
person  to  oppose  the  registration  of  a  mark  in  at  least  one  class. 
Prior  to  instituting  an  opposition,  the  Board  will  no  longer 
correspond  with  an  opposer  in  an  opposition  submitted  on 
paper  to  permit  submission  of  additional  fees  or  designation  of 
party  opposers  and/or  classes  where  an  opposition  is  submitted 
with  insufficient  fees  to  pay  for  opposition  by  all  party 
opposers  and/or  in  all  classes.  The  amended  regulation  ex- 
plains how  the  Office  will  apply  a  fee  accompanying  a  paper 
submission  that  is  insufficient  to  cover  all  classes  and/or  to 
cover  all  party  opposers.  The  Board  will  notify  opposer  when 
the  opposition  is  instituted  and  will  indicate  in  the  notification 
the  opposers  and  classes  opposed,  i.e.,  for  which  the  required 
fees  were  submitted. 

The  Office  is  amending  §  2.102(a)  to  make  the  rule  gender 
neutral;  to  clarify  the  definitions  of  "attorney"  and  "authorized 
representative"  by  reference  to  §§  10.1(c)  and  10.14(b), 
respectively;  to  clarify  that  a  request  to  extend  the  time  for 
filing  an  opposition  must  be  signed;  and  to  indicate  that 
electronic  signatures  are  required  for  electronically  filed  re- 
quests to  extend  the  time  for  filing  oppositions. 

The  Office  is  adding  a  new  §  2.102(a)(1)  and  a  new  § 
2.102(a)(2)  stating  that  a  written  request  to  extend  the  time  for 
filing  an  opposition  to  an  application  based  on  section  1  or  44 
of  the  Act  must  be  filed  either  on  paper  or  electronically 
through  ESTTA,  but  stating  that  a  request  to  extend  the  time 
for  filing  an  opposition  to  an  application  based  on  section  66(a) 
of  the  Act  must  be  filed  only  through  ESTTA. 
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The  Office  is  revising  §  2.102(c)  to  set  oat  the  time  frames 
for  extensions  of  time  to  oppose  and  to  indicate  that  the 
Trademark  Trial  and  Appeal  Board  will  no  longer  extend  a 
potential  opposer's  time  to  file  an  opposition  beyond  180  days 
from  the  date  the  mark  is  published  for  opposition.  The  Office 
is  adding  §  2.102(c)(1),  (2)  and  (3)  to  state  the  requirements 
concerning  the  filing  of  permitted  requests  to  extend  the  time 
for  filing  an  opposition. 

The  Office  is  removing  §  2.102(d),  which  requires  submis- 
sion of  extension  requests  in  triplicate. 

The  Office  is  revising  §  2.104(a)  to  remove  the  requirement 
that  a  duplicate  copy  of  the  opposition,  including  exhibits,  be 
filed  with  an  opposition. 

The  Office  is  rewording  the  heading  for  §  2.105  to  specify 
that  notification  of  opposition  proceedings  is  to  the  parties. 

The  Office  is  revising  §  2.105  to  clarify  the  definitions  of 
"attorney"  and  "authorized  representative"  by  reference  to  §§ 
10.1(c)  and  10.14(b),  respectively;  and  to  indicate  that,  if  no 
attorney  or  other  authorized  representative  is  appointed,  noti- 
fication will  be  sent  to  a  party's  domestic  representative,  or,  if 
there  is  no  domestic  representative,  notification  will  be  sent  to 
the  party. 

The  Office  is  redesignating  §  2.107  as  §  2.107(a);  and 
revising  it  to  limit  this  paragraph  to  oppositions  against  an 
application  filed  under  section  1  or  44  of  the  Act;  and  to 
incorporate  in  the  rule  the  existing  Board  practice  which 
prohibits  an  opposer  in  a  proceeding  against  an  application 
filed  under  section  1  or  44  of  the  Act  from  adding  to  the  goods 
or  services  in  an  opposition  after  the  period  for  filing  the 
opposition  has  closed. 

The  Office  is  adding  a  new  §  2.107(b)  to  state  that  pleadings 
in  an  opposition  proceeding  against  an  application  filed  under 
section  66(a)  of  the  Act  may  be  amended  in  the  same  manner 
and  to  the  same  extent  as  in  a  civil  action  in  a  United  States 
district  court;  except  that,  once  filed,  such  opposition  may  not 
be  amended  to  add  to  the  goods  or  services  opposed,  or  to  add 
to  the  grounds  for  opposition.  Thus,  opposer  may  not  add  an 
entirely  new  ground  for  opposition  or  add  an  additional 
claimed  registration  to  a  previously  stated  section  2(d)  ground. 
An  opposer  may  make  amendments  to  grounds  asserted  in  the 
notice  of  opposition,  for  example,  for  clarification. 

The  Office  is  revising  §  2.111(b)  to  substitute  "person"  for 
"entity"  to  track  the  statutory  language;  to  make  the  rule 
gender  neutral;  to  clarify  the  definitions  of  "attorney"  and 
"authorized  representative"  by  reference  to  §§  10.1(c)  and 
10.14(b),  respectively;  to  clarify  that  a  petition  for  cancellation 
must  be  signed;  and  to  indicate  that  electronic  signatures  are 
required  for  electronically  filed  petitions  for  cancellation. 

The  Office  is  revising  §  2.111(c)  to  divide  it  into  four 
paragraphs;  to  state  that  the  Office  will  not  accept  a  petition  for 
cancellation  submitted  through  ESTTA  that  does  not  include 
fees  to  cover  all  named  party  petitioners  and  all  classes;  that 
the  Office  will  not  institute  a  cancellation  proceeding  if  a 
petition  for  cancellation  submitted  on  paper  does  not  include  a 
fee  sufficient  to  pay  for  one  person  for  a  petition  for  cancella- 
tion against  at  least  one  class;  and  that  prior  to  instituting  a 
cancellation  proceeding,  the  Office  will  no  longer  correspond 
with  the  petitioner  named  in  a  petition  for  cancellation  sub- 
mitted on  paper  to  permit  submission  of  additional  fees  or 
designation  of  party  petitioners  and/or  classes  where  a  petition 
for  cancellation  is  submitted  with  insufficient  fees  to  pay  for 
cancellation  by  all  party  petitioners  and/or  in  all  classes.  The 
revision  explains  how  the  Office  will  apply  a  fee  accompany- 
ing a  paper  submission  that  is  insufficient  to  cover  all  classes 
and/or  to  cover  all  party  petitioners. 

The  Office  is  amending  §  2.112(a)  to  make  the  rule  gender 
neutral  and  to  remove  the  requirement  that  a  duplicate  copy  of 
the  petition  for  cancellation,  including  exhibits,  be  filed  with 
the  petition  for  cancellation. 

The  Office  is  rewording  the  heading  for  §  2.113  to  specify 
that  notification  of  cancellation  proceedings  is  to  the  parties. 

The  Office  is  revising  §  2.113  to  divide  it  into  paragraphs 
(a),  (b),  (c)  and  (d)  for  clarity;  to  clarify  the  definitions  of 
"attorney"  and  "authorized  representative"  by  reference  to  §§ 
10.1(c)  and  10.14(b),  respectively;  and  to  indicate  that,  if  no 
attorney  or  other  authorized  representative  is  appointed  by  a 
party,  notification  will  be  sent  to  that  party's  domestic  repre- 
sentative, or,  if  there  is  no  domestic  representative  for  that 
party,  notification  will  be  sent  to  the  party. 

The  Office  is  amending  §  2.118  to  delete  reference  to  a  party 
residing  abroad  and  his  representative  in  the  United  States  in 
order  to  clarify  that  when  any  notice  sent  by  the  Office  to  a 


registrant  is  returned  to  the  Office,  notice  may  be  given  by 
publication  in  the  Official  Gazette,  regardless  of  whether  that 
registrant  resides  in  the  United  States  or  elsewhere. 

The  Office  is  amending  §  2.121(d)  to  eliminate  the  require- 
ment for  multiple  copies  of  a  stipulated/consent  motion  to 
extend  the  discovery  or  testimony  periods  in  view  of  the  fact 
that  the  Board  is  no  longer  stamping  copies  as  "approved"  and 
returning  the  copies  to  the  parties. 

The  Office  is  amending  §  2.123(g)(1)  to  require  that  depo- 
sitions be  in  written  form,  but  to  delete  reference  to  specific 
requirements  that  may  vary  depending  upon  the  media  used  for 
submission.  Requirements  for  submissions  are  specified  in  § 
2.126. 

The  Office  is  adding  new  §  2.126,  entitled  "Form  of 
submissions  to  the  Trademark  Trial  and  Appeal  Board,"  which 
includes  paragraphs  (a)  through  (d).  Paragraphs  (a)  through  (c) 
provide  that  submissions  may  be  made  to  the  Board  on  paper, 
CD-ROM,  or  electronically,  as  permitted  by  the  rules  con- 
tained in  this  part  or  Board  practice;  and  specify  the  require- 
ments for  each  type  of  submission.  Paragraph  (d)  specifies  the 
requirements  for  making  a  submission  to  the  Board  that  is 
confidential  in  whole  or  in  part. 

The  Office  is  amending  §  2.127(a)  to  delete  the  specifica- 
tions for  filing  on  paper  a  brief  in  support  of,  or  response  to,  a 
motion,  referring  instead  to  §  2.126. 

The  Office  is  amending  §  2.128(b)  to  require  that  briefs  be 
in  written  form  and  to  delete  the  specifications  for  filing  a  brief 
on  paper,  referring  instead  to  §  2.126. 

The  Office  is  amending  both  the  heading  and  the  body  of  § 
2.130  to  change  "Examiner  of  Trademarks"  to  "trademark 
examining  attorney."  The  Office  is  revising  §  2.130  to  provide 
that  during  an  inter  partes  proceeding,  only  applications  under 
section  1  or  section  44  of  the  Act  may  be  remanded,  at  the 
request  of  the  trademark  examining  attorney,  for  consideration 
of  facts  which  appear  to  render  the  mark  unregistrable. 

The  Office  is  amending  §  2.131  to  change  the  term  "exam- 
iner" to  "trademark  examining  attorney"  and  to  limit  the 
applicability  of  this  section  to  inter  partes  proceedings  involv- 
ing applications  under  sections  1  and  44  of  the  Act. 

The  Office  is  revising  §  2.142(a)  and  (b)(2)  to  state  that 
notices  of  appeal  and  briefs  must  be  filed  in  written  form,  as 
prescribed  in  §  2.126,  and  to  delete  the  specifications  for  filing 
a  brief  on  paper. 

The  Office  is  amending  §  2.145(b)(3)  to  indicate  that  notices 
of  appeal  to  the  U.S.  Court  of  Appeals  for  the  Federal  Circuit 
should  be  sent  to  the  Office  of  the  General  Counsel,  with  a 
duplicate  copy  addressed  to  the  Board. 

The  Office  is  amending  §  2.145(c)(3)  to  indicate  that  any 
adverse  party  to  an  appeal  taken  to  the  U.S.  Court  of  Appeals 
for  the  Federal  Circuit  by  a  defeated  party  in  an  inter  partes 
proceeding  who  files  a  notice  with  the  Office  as  provided  in 
section  21(b)  of  the  Act,  must  address  that  notice  to  the  Office 
of  the  General  Counsel. 

The  Office  is  amending  §  2.145(c)(4)  to  indicate  that,  in 
order  to  avoid  premature  termination  of  a  Board  proceeding,  a 
party  who  commences  a  civil  action,  pursuant  to  section  21(b) 
of  the  Act,  must  file  written  notice  thereof  at  the  Trademark 
Trial  and  Appeal  Board. 

The  Office  is  amending  §  2.146(c)  to  delete  reference  to  a 
petition  to  revive  as  an  example  of  a  situation  where  an 
affidavit  or  declaration  is  required  in  support  of  a  petition.  This 
is  a  technical  correction  to  the  rule.  Effective  October  30,  1999, 
§  2.66  was  amended  to  delete  the  requirement  for  an  affidavit 
or  declaration  in  a  petition  to  revive  based  on  unintentional 
delay.  An  unverified  statement  is  sufficient.  See  notices  at  64 
FR  48900  (Sept.  8,  1999)  and  1226  TMOG  103  (Sept.  28, 
1999).  However,  §  2. 146(c)  still  requires  a  verified  statement  in 
other  situations  where  facts  are  to  be  proven  on  petition.  For 
example,  if  the  petition  arises  from  the  loss  or  misplacement  of 
a  document  submitted  to  the  Office,  it  should  be  accompanied 
by  the  affidavit  or  declaration  of  the  person  who  mailed  the 
document,  attesting  to  the  date  of  submission  and  identifying 
the  document  filed  with  the  petition  as  a  true  copy  of  the 
document  previously  filed.  TMEP  §  1705.03. 

The  Office  is  amending  §  2.146(i)  to  change  the  standard  for 
a  showing  of  due  dihgence  for  petitions  in  which  the  petitioner 
seeks  to  reactivate  an  application  or  registration  that  was 
abandoned,  cancelled  or  expired  due  to  the  loss  or  mishandling 
of  papers.  Currently,  the  rule  requires  that  to  be  considered 
diligent,  petitioners  must  check  the  status  of  pending  matters 
within  one  year  of  the  last  fifing  or  receipt  of  a  notice  from  the 
Office  for  which  further  action  by  the  Office  is  expected.  The 
Office  is  shortening  the  time  period  from  one  year  to  six 
months.  A  showing  of  due  diligence   will  require  that  a 
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petitioner  check  the  status  of  a  pending  application  every  six 
months  between  the  filing  date  of  the  application  and  issuance 
of  a  registration;  check  the  status  of  a  registration  every  six 
months  after  filing  an  affidavit  of  use  or  excusable  nonuse 
under  section  8  or  71  of  the  Act,  or  a  renewal  application  under 
section  9  of  the  Act.  until  the  petitioner  receives  notice  that  the 
affidavit  or  renewal  application  has  been  accepted;  and 
promptly  request  corrective  action  where  necessary. 

Third  parties  may  be  harmed  by  the  removal  and  later 
reinsertion  of  an  application  or  registration  in  the  Office 
database.  Hundreds  of  petitions  are  filed  each  month  to 
reinstate  applications  and  registrations.  To  minimize  this  prob- 
lem, the  Office  is  adopting  stricter  time  limits  for  filing 
petitions  to  revive  or  reinstate  abandoned  applications  and 
cancelled  or  expired  registrations. 

The  Office  is  revising  §  2.151  to  add  a  reference  to  section 
71  of  the  Act,  which  requires  periodic  affidavits  of  use  or 
excusable  nonuse  to  maintain  a  registration  based  on  an 
extension  of  protection  of  an  international  registration. 

The  Office  is  revising  §  2.161(g)(2)  and  adding  paragraph 
(g)(3).  stating  that  an  audio  or  video  cassette  tape  recording, 
CD-ROM.  or  a  specimen  in  another  appropriate  medium  may 
be  submitted  in  the  absence  of  a  non-bulky  specimen,  and  that 
an  electronically  submitted  specimen  must  be  in  .jpg  format. 
The  requirement  that  a  specimen  filed  through  TEAS  be  a 
digitized  image  in  .jpg  format  is  consistent  with  the  specimen 
requirement  in  revised  §  2.56(d)(4). 

The  Office  is  adding  a  new  §  2.171(b),  stating  that  when 
ownership  of  a  registration  has  changed  with  respect  to  some 
but  not  all  of  the  goods  and/or  services,  the  registrant(s)  may 
file  a  request  that  the  registration  be  divided  into  two  or  more 
separate  registrations.  The  new  owner(s)  must  pay  a  fee  for 
each  new  separate  registration  created  by  the  division  (child 
registration),  and  record  the  change  of  ownership  in  the  Office. 

When  the  IB  notifies  the  Office  of  the  division  of  an 
international  registration  resulting  from  a  partial  change  of 
ownership  of  the  international  registration  with  respect  to  some 
of  the  goods  or  services  in  the  registered  extension  of  protec- 
tion to  the  United  States,  the  Office  will  record  the  partial 
change  of  ownership,  divide  out  the  assigned  goods  or  services 
from  the  registered  extension  of  protection  (parent  registra- 
tion), issue  an  updated  certificate  for  the  parent  registration  and 
publish  notice  of  the  parent  registration  in  the  Official  Gazette. 
The  Office  will  not  issue  a  new  certificate  for  the  child 
registration  or  publish  notice  of  the  child  registration  until  the 
assignee  files  a  request  to  divide  under  §  2.171(b),  and  pays  the 
required  fee. 

A  U.S.  registration  based  on  an  application  under  section  1 
and/or  section  44  of  the  Act  may  also  be  divided  as  a  result  of 
a  partial  change  of  ownership,  if  the  partial  change  of  owner- 
ship is  recorded  in  the  Assignment  Services  Division  and  the 
assignee  files  a  request  to  divide  under  §  2.171(b),  with  the 
required  fee. 

Comments  to  Part  2  Rules 

Comment:  One  comment  indicated  that  the  "relationship"  of 
proposed  §  2.17  and  §  10.14(b)  appears  to  need  clarification. 
Another  comment  asked  whether  the  Office  would  accept  a 
response  in  which  the  written  authorization  for  the  attorney 
was  not  filed  with  the  response. 

Response:  The  requirement  for  written  authorization  in  § 
2.17(b)  applies  only  to  non-lawyers.  The  Office  is  changing  the 
language  of  §  2.17(b)  to  make  this  clear.  It  is  generally  not 
necessary  for  an  attorney  as  defined  in  §  10.1(c)  to  file  a  power 
of  attorney  or  any  other  special  authorization  in  a  trademark 
case.  Under  §§  2.17(a)  and  (c),  an  attorney  who  appears  in 
person  or  signs  a  document  on  behalf  of  an  applicant  or 
registrant  will  be  accepted  as  the  representative  of  the  appli- 
cant or  registrant.  See  TMEP  §  602.01. 

Comment:  One  comment  suggested  that  "written"  be  in- 
serted before  "notification"  in  §  2.19(a). 

Response:  The  Office  has  adopted  the  suggestion. 

Comment:  Two  comments  suggested  that  the  Office  add  the 
requirements  for  a  verified  statement  under  section  66(a)  to  the 
rules,  and  require  that  the  IB  send  a  copy  of  the  signed  verified 
statement  with  the  request  for  extension  of  protection  to  the 
United  States. 

Response:  The  Office  has  adopted  the  suggestion  to  add  the 
requirements  for  a  verified  statement  in  a  section  66(a) 
application  to  the  rules.  These  requirements  have  been  added 
to  §  2.33(e).  However,  the  Office  will  not  require  that  the  IB 
send  a  copy  of  the  signed  verified  statement  with  the  request 
for  extension  of  protection  to  the  United  States. 


The  Office  has  provided  the  IB  with  wording  for  a  declara- 
tion of  a  bona  fide  intention  to  use  the  mark  in  commerce.  The 
declaration  will  be  made  part  of  the  official  IB  form  for 
international  applications  and  subsequent  designations  in 
which  the  United  States  is  designated  for  an  extension  of 
protection,  and  will  remain  as  part  of  the  international  regis- 
tration on  file  at  the  IB.  The  wording  of  the  declaration  and 
instructions  for  who  may  sign  the  declaration  comport  with  the 
requirements  of  section  66(a)  of  the  Act  and  §  2.33.  The  IB  will 
review  the  required  declaration  as  part  of  the  request  for  an 
extension  of  protection  to  the  United  States.  The  IB  will  not 
certify  and  forward  a  request  for  extension  of  protection  to  the 
United  States,  if:  (1)  The  declaration  is  not  signed  and  dated; 
(2)  there  have  been  any  changes  or  modifications  to  the 
declaration;  or  (3)  the  declaration  is  not  presented  on  the 
official  IB  form. 

Comment:  One  comment  suggests  that  the  Office  add  the 
wording  "on  or  in  connection  with  the  goods  or  services  listed 
in  the  appHcation."  to  §  2.34(b). 

Response:  The  Office  has  adopted  that  suggestion. 

Comment:  One  comment  requested  clarification  as  to 
whether  a  priority  claim  for  a  Section  66(a)  application  is  part 
of  an  international  registration  or  an  additional  basis  for  filing 
in  the  Office. 

Response:  If  a  claim  of  priority  is  part  of  an  international 
registration  and  meets  the  requirements  of  §  7.27,  the  priority 
claim  is  part  of  the  application  under  Section  66(a),  not  a 
separate  filing  basis. 

Comment:  Three  comments  recommended  that  the  Office 
eliminate  the  requirement  to  petition  the  Director  to  review  a 
post-publication  amendment  of  the  basis  under  §  2.35(b)(2), 
and  delegate  the  responsibility  to  trademark  examining  attor- 
neys. Two  of  the  comments  suggested  that  republication  of  a 
mark  may  not  be  necessary  in  every  instance. 

Response:  The  recommendation  cannot  be  adopted  at  this 
time.  Although  routinely  granted,  amendments  to  change  the 
basis  after  publication  require  special  manual  and  automated 
processing,  including  republication  of  the  mark. 

Comment:  One  comment  suggests  that  the  Office  permit 
section  66(a)  applications  to  register  on  the  Supplemental 
Register. 

Response:  The  suggestion  cannot  be  adopted  because  the 
Act  provides  only  for  registration  on  the  Principal  Register. 
See  section  68(a)(4)  of  the  Act. 

Comment:  Three  comments  requested  clarification  of  the 
term  "standard  character"  drawing,  and  asked  whether  a 
"standard  character  drawing"  is  the  equivalent  of  a  "typed 
drawing"  under  current  practice.  One  of  the  comments  also 
requested  that  the  Office  delete  the  requirement  for  a  statement 
that  no  claim  is  made  to  a  particular  font  style  or  size. 

Response:  In  the  United  States,  a  "standard  character  draw- 
ing" under  revised  §  2.52(a),  is  the  equivalent  in  its  effect  of  a 
"typed  drawing"  under  current  §  2.52(a)(1).  The  requirement 
for  a  statement  that  no  claim  is  made  to  a  particular  font  style, 
size,  or  color  ensures  that  there  is  no  ambiguity  as  to  whether 
the  applicant  seeks  registration  of  a  mark  in  standard  charac- 
ters. See  changes  to  §  2.52(a)  discussed  above. 

Comment:  One  comment  suggested  that  the  Office  make  the 
requirement  to  name  the  colors  and  describe  where  they  appear 
on  the  mark  optional  for  applications  under  sections  1  and  44 
of  the  Act. 

Response:  The  Office  has  not  adopted  this  suggestion. 
Applications  under  sections  1  and  44  of  the  Act  are  required  to 
name  the  colors  and  describe  where  the  colors  appear  in  the 
marks  under  current  §  2.52.  Moreover,  requirements  for 
applications  under  sections  1  and  44  of  the  Act  should  be 
consistent  with  the  requirements  for  section  66(a)  applications, 
since  they  may  serve  as  the  basis  for  an  international  applica- 
tion. 

Comment:  One  comment  asked  whether  marks  with  gray 
tones  but  no  claim  of  color  will  publish  with  gray  tones  or  be 
converted  to  black  and  white. 

Response:  The  Office  will  not  convert  drawings  that  contain 
gray  tones  to  black  and  white  drawings.  Drawings  with  gray 
tones  will  be  processed  as  color  drawings.  If  the  application 
does  not  contain  a  color  claim,  the  examining  attorney  will 
inquire  whether  gray  is  a  feature  of  the  mark.  If  gray  is  a 
feature  of  the  mark,  the  examining  attorney  will  require  a  color 
claim,  and  the  Office  will  publish  the  mark  in  color.  If  gray  is 
not  a  feature  of  the  mark,  the  examining  attorney  will  require 
a  black  and  white  drawing. 
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Comment:  Two  comments  opposed  the  requirement  in  § 
2.53  that  a  digitized  image  of  a  drawing  be  in  .jpg  format.  The 
comments  suggested  that  the  Office  amend  the  rule  to  allow 
flexibility  in  accepting  other  digital  formats  as  they  develop. 

Response:  That  suggestion  has  not  been  adopted.  The  Office 
will  only  accept  .jpg  format  for  digitized  images  at  this  time. 
The  Office  is  concerned  about  the  level  of  stability,  uniformity 
and  quality  of  images  that  are  received  and  entered  into  the 
Office  database.  The  Office  currently  accepts  the  .jpg  format 
and  has  had  success  handling  images  in  this  format.  Both  the 
applicant  and  the  Office  can  be  assured  that  a  visible  image  is 
attached  to  the  submission  because  the  applicant  can  view  the 
image  in  the  browser  before  it  is  transmitted  to  the  Office.  The 
.jpg  format  is  user  friendly  and  non-proprietary,  and  it  is 
available  to  all  potential  applicants.  The  Office  has  not  fore- 
closed the  possibility  of  accepting  other  formats  in  the  future, 
and  will  continue  to  assess  image  formats  that  are  currently 
available  and  new  ones  as  they  develop. 

Comment:  One  comment  requested  information  as  to  the 
consequences  of  excluding  the  caption  "Drawing  Page"  from 
the  top  of  a  paper  drawing  page. 

Response:  The  Office  encourages  applicants  to  include  the 
caption  "Drawing  Page"  so  that  the  Office  can  properly  flag  the 
mark  when  the  drawing  is  scanned  into  the  database.  The 
caption  is  not  mandatory,  but  its  omission  may  delay  process- 
ing of  the  application. 

Comment:  Six  comments  opposed  the  proposed  amendment 
of  §  2.66(a),  to  limit  the  time  period  for  filing  a  petition  to 
revive  to  two  months  from  the  mailing  date  of  the  notice  of 
abandonment. 

Response:  The  Office  is  withdrawing  the  proposal  to  remove 
§  2.66(a)(2).  Section  2.66(a)(2)  is  instead  amended  to  change 
the  standard  for  a  showing  of  due  diligence  in  a  petition  to 
revive  from  one  year  to  six  months  as  set  forth  in  §  2.146(i). 
Under  §  2.146(i),  as  amended,  an  applicant  will  be  considered 
diligent  if  the  applicant  checks  the  status  of  the  application 
every  six  months  between  the  filing  date  of  the  application  and 
issuance  of  a  registration.  The  modification  to  §  2.66(a)(2) 
provides  recourse  for  applicants  who  are  diligent  in  monitoring 
the  status  of  the  application.  However,  if  a  petition  to  revive  an 
abandoned  application  that  forms  the  basis  of  an  international 
registration  is  filed  more  than  two  months  after  the  mailing 
date  of  the  notice  of  abandonment,  it  is  Ukely  that  the 
international  registration  will  be  cancelled.  A  canceUed  inter- 
national registration  will  not  be  revived  even  if  the  basic 
application  is  revived.  See  discussion  above  of  changes  to  § 
2.66. 

Comment:  One  comment  asked  if  a  concurrent  use  applica- 
tion or  registration  can  be  the  basis  of  an  international 
application. 

Response:  An  international  application  submitted  through 
the  Office  can  be  based  on  a  concurrent  use  application  or 
registration. 

Comment:  Three  comments  noted  that  oppositions  with 
insufficient  fees  appear  to  be  treated  differently  for  documents 
filed  electronically  via  ESTTA  and  those  filed  on  paper;  and 
requested  that  the  rules  be  amended  to  allow  for  uniform 
treatment  for  notices  of  opposition  with  insufficient  fees 
regardless  of  the  manner  in  which  they  are  filed.  One  of  the 
three  comments  suggested  that  the  Office  implement  a  mecha- 
nism in  ESTTA  to  ensure  that  all  required  fees  are  paid  as  part 
of  the  electronic  filing  of  a  notice  of  opposition. 

Response:  The  language  of  §  2.101(d)(2)  has  been  modified 
to  more  clearly  reflect  the  fact  that  a  potential  opposer  may  not 
submit  a  notice  of  opposition  electronically  via  ESTTA  with  an 
insufficient  fee,  i.e.,  the  sender  will  immediately  receive  an 
electronic  message  that  the  transmission  is  not  possible  be- 
cause the  fee  is  insufficient.  To  be  able  to  transmit  the 
electronic  notice  of  opposition,  a  potential  opposer  filing  via 
ESTTA  may  then  elect  to  submit  the  correct  fee  for  the  number 
of  parties  and  classes  set  forth  in  the  electronic  notice  of 
opposition,  or  delete  classes  and/or  parties  from  the  electronic 
notice  of  opposition.  For  a  paper  filing  with  insufficient  fees, 
the  Board  will  notify  opposer  when  the  opposition  is  instituted 
and  will  indicate  in  the  notification  the  opposers  and  classes 
opposed,  i.e.,  for  which  the  required  fees  were  submitted. 
There  will  be  no  opportunity  to  submit  additional  fees  for  a 
paper  fiUng. 

Comment:  Seven  comments  disagreed  with  the  proposed 
120-day  limitation  from  the  date  of  publication  on  extensions 
of  time  to  oppose  an  application,  noting  that  a  longer  period  of 
time  is  necessary  to  facilitate  settlement  negotiations.  Of  these 
comments,  four  comments  recommended  that  the  120-day 
limitation  on  extensions  of  time  to  oppose  be  extended  to  1 80 


days;  one  comment  recommended  that  the  120-day  limitation 
on  extensions  of  time  to  oppose  pertain  only  to  applications 
filed  under  section  66(a);  and  one  comment  recommended  both 
that  the  limitation  on  extensions  of  time  to  oppose  pertain  only 
to  applications  filed  under  section  66(a)  and  that  the  hmitation 
be  extended  to  180  days. 

Response:  The  Office  has  adopted  the  recommendation  that 
potential  opposers  be  permitted  to  extend  the  time  for  fiUng  an 
opposition  to  up  to  180  days  from  the  date  of  pubhcation.  The 
Office  has  not  adopted  the  recommendation  that  this  hmitation 
pertain  only  to  section  66(a)  applications.  The  Office  encour- 
ages use  of  its  electronic  systems  and  does  not  have  the 
resources  at  this  time  to  develop  an  electronic  opposition  filing 
system  that  canhandle  different  filing  deadlines  for  different 
types  of  applications.  Further,  different  opposition  filing  dead- 
lines for  different  types  of  applications  would  be  difficult  for 
the  Board  to  handle  administratively  and  would  be  likely  to 
confuse  potential  opposers.  Finally,  the  Board  will  discontinue 
its  practice  of  suspending  a  potential  opposer' s  time  to  file  a 
notice  of  opposition  when  a  letter  of  protest  or  an  amendment 
to  the  application  has  been  filed.  However,  the  Board  is 
continuing  its  practice  of  permitting  suspension  of  an  opposi- 
tion, once  filed,  to  facilitate  and  encourage  settlement  negotia- 
tions. 

Comment:  Two  comments  expressed  concern  that  §  2.105  is 
not  written  clearly  and  could  be  easily  misconstrued.  The 
comments  recommended  that  §  2.105  be  rewritten  to  clarify  to 
whom  notification  will  be  sent  in  each  instance. 

Response:  The  section  has  been  rewritten  to  parallel  §  2.18, 
as  appropriate,  and  to  clarify  its  intent. 

Comment:  Three  comments  noted  that  petitions  to  cancel 
with  insufficient  fees  for  documents  filed  electronically  via 
ESTTA  are  treated  differently  from  those  filed  on  paper;  and 
requested  that  the  rules  be  amended  to  allow  for  uniform 
treatment  for  petitions  to  cancel  with  insufficient  fees  regard- 
less of  the  manner  in  which  they  are  filed.  One  of  the  three 
comments  suggested  that  the  Office  implement  a  mechanism  in 
ESTTA  to  ensure  that  all  sufficient  fees  are  paid  as  part  of  the 
electronic  filing  of  a  petition  to  cancel. 

Response:  The  language  of  §  2.111(c)(2)  has  been  modified 
to  more  clearly  reflect  the  fact  that  a  potential  cancellation 
petitioner  may  not  submit  a  petition  to  cancel  electronically  via 
ESTTA  with  an  insufficient  fee.  In  addition  to  not  being  able  to 
transmit  the  petition  for  cancellation  via  ESTTA  with  an 
insufficient  fee,  the  sender  should  receive  an  immediate 
electronic  message  that  the  transmission  is  not  possible  and  the 
reason  why  transmission  is  not  possible.  A  potential  cancella- 
tion petitioner  filing  via  ESTTA  must  either  submit  the  correct 
fee  for  the  numbers  of  parties  and  classes  set  forth  in  the 
electronic  petition  to  cancel,  or  delete  classes  and/  or  parties 
from  the  electronic  petition  to  cancel.  If  a  paper  filing  is 
submitted  with  insufficient  fees  for  at  least  one  party  to  petition 
for  cancellation  against  at  least  one  class,  the  Board  will 
simply  return  the  papers  to  the  sender.  If  a  paper  filing  is 
submitted  with  sufficient  fees  for  at  least  one  party  to  petition 
for  cancellation  against  at  least  one  class  in  the  registration 
sought  to  be  cancelled  but  with  insufficient  fees  for  all  stated 
parties  and/or  all  classes,  the  Board  will  institute  the  cancel- 
lation proceeding  with  respect  to  the  number  of  parties  and 
classes  for  which  fees  have  been  submitted,  according  to  § 
2.111(b)(3),  and  send  notification  of  the  petition  for  cancella- 
tion to  the  parties.  The  notification  will  list  only  the  parties  and 
classes  for  which  the  required  fees  were  submitted. 

Comment:  Two  comments  expressed  concern  that  §  2.113(a) 
is  not  written  clearly  and  could  be  easily  misconstrued.  The 
comments  recommended  that  §  2.113(a)  be  rewritten  to  clarify 
to  whom  notification  will  be  sent  in  each  instance. 

Response:  The  section  has  been  rewritten  to  parallel  §  2.18, 
as  appropriate,  and  to  clarify  its  intent.  Sections  2.113(b),  (c) 
and  (d)  have  been  relabeled  accordingly. 

Comment:  One  comment  pertaining  to  §  2.118  recom- 
mended that  all  correspondence  be  sent  to  the  correspondence 
address  of  record. 

Response:  This  recommendation  has  not  been  adopted.  In 
relation  to  §  2. 1 1 8,  this  is  essentially  a  recommendation  to  send 
notification  of  a  petition  to  cancel  to  the  attorney  of  record 
during  the  prosecution  of  an  application  that  subsequently 
registered  and  is  now  the  subject  of  a  petition  for  cancellation, 
rather  than  sending  such  notification  directly  to  respondent. 
The  practice  under  the  existing  rule,  and  this  provision  has  not 
been  changed  by  this  regulation,  is  for  the  Office  to  correspond 
directly  with  the  registrant  until  notified  otherwise  by  the 
registrant.  The  Office  considers  the  appointment  of  an  attorney 
to  prosecute  the  apphcation  to  lapse  once  the  registration 
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issues.  The  Board  will  send  the  notification  to  the  registrant  of 
record  in  the  Office  at  the  registrant's  address  of  record,  or  if 
registrant  is  located  outside  the  United  States  and  a  domestic 
representative  is  of  record,  to  the  registrant  at  the  address  of  the 
domestic  representative. 

Comment:  One  comment  recommended  that  §  12.126(a)(4) 
permit  paper  submissions  to  the  Board  to  be  bound  or  fastened 
if  the  contents  can  be  easily  separated.  The  comment  expressed 
concern  that  after  scanning,  the  papers  will  not  be  replaced  in 
the  file  in  their  original  order. 

Response:  This  recommendation  has  not  been  adopted.  All 
paper  submissions  are  scanned  electronically  into  the  Board's 
Trademark  Trials  and  Appeals  Information  System  (TTABIS). 
When  the  papers  are  scanned,  the  Board's  scanning  equipment 
keeps  pages  in  their  original  order  throughout  the  scanning 
process.  Where  papers  are  filed  with  pages  simply  clipped 
together,  the  scanning  process  has  not  been  adversely  afifected. 
On  the  other  hand,  removing  staples  or  binding  prior  to 
scanning  has  been  difficult  and  time-consuming,  especially 
where  papers  have  been  bound  by  machine.  Moreover,  disas- 
sembling stapled  or  bound  papers  can  damage  pages,  resulting 
in  misfeeds  to  the  scanning  equipment  and  increasing  the 
likelihood  that  pages  will  become  disordered  during  scanning. 

Comment:  One  comment  recommended,  with  respect  to  § 
2.127(a)  regarding  motions  in  inter  partes  proceedings  at  the 
Board,  that,  rather  than  retaining  discretion  to  consider  reply 
briefs,  the  Board  should  consider  all  reply  briefs;  and  reduce 
the  time  for  fihng  a  reply  brief,  if  a  reply  brief  is  filed,  from 
fifteen  to  ten  days  from  the  date  of  service  of  a  brief  in 
response  to  the  motion. 

Response:  This  recommendation  was  not  accepted.  The 
recommendation  to  consider  all  reply  briefs,  including  reply 
briefs  that  improperly  address  matters  outside  a  proper  re- 
sponse to  statements  in  the  brief  responding  to  the  motion, 
would  be  burdensome.  Therefore,  the  Board  will  retain  its 
discretion  to  consider  reply  briefs  with  respect  to  motions. 
There  is  no  reason  stated  for  the  recommendation  to  shorten 
the  time  for  filing  a  reply  brief;  and,  at  this  time,  the  Board 
considers  the  existing  fifteen-day  period  for  filing  a  reply  brief 
to  be  reasonable. 

Comment:  Four  comments  opposed  the  proposal  to  shorten 
the  due  diligence  standard  from  one  year  to  six  months  in  § 
2.146(i). 

Response:  The  Office's  electronic  systems  for  records  are 
readily  available  over  the  Internet  24  hours  a  day,  seven  days 
a  week.  Applicants  and  registrants  have  immediate  and  free 
access  to  information  concerning  their  applications  and  regis- 
trations. An  applicant  or  registrant  can  check  the  status  of  a 
pending  application  or  registration  using  the  TARR  (Trade- 
mark Application  Registration  Retrieval)  database.  If  the 
application  is  newly  filed,  applicant  can  search  TESS  (Trade- 
mark Electronic  Search  System)  to  see  if  the  mark  was  loaded 
into  the  Office's  automated  database.  Moreover,  allegations  of 
use  under  section  1  of  the  Act,  responses  to  Office  actions, 
changes  to  correspondence  address  and  affidavits  of  use  under 
section  8  of  the  Act  and  renewal  applications  under  section  9 
of  the  Act  can  be  filed  through  TEAS. 

In  most  cases,  the  Office  will  take  action  on  filings  related  to 
a  trademark  application  or  registration  within  six  months  of 
receipt  of  the  correspondence  for  which  action  is  expected. 
Therefore,  it  is  reasonable  to  require  applicants  and  registrants 
to  check  the  status  of  their  application  or  registration  at  least 
twice  a  year  until  a  final  outcome  (that  is,  registration  for  a 
pending  application  or  notice  of  acceptance  of  an  affidavit 
under  section  8  of  the  Act  or  grant  of  renewal  under  section  9 
of  the  Act)  is  reached.  By  monitoring  the  application  or 
registration  every  six  months,  an  applicant  or  registrant  can 
take  corrective  action  more  quickly  if  the  Office  did  not  receive 
applicant's  or  registrant's  correspondence  or  if  correspondence 
sent  by  the  Office  was  not  received. 

Rule  Making  Requirements 

Executive  Order  13132:  This  rule  making  does  not  contain 
policies  with  federalism  implications  sufficient  to  warrant 
preparation  of  a  Federalism  Assessment  under  Executive  Order 
13132  (Aug.  4,  1999). 

Executive  Order  12866:  This  rule  making  has  been  deter- 
mined not  to  be  significant  for  purposes  of  Executive  Order 
12866. 

Regulatory  Flexibility  Act:  The  Deputy  General  Counsel  for 
General  Law  of  the  United  States  Patent  and  Trademark  Office 
has  certified  to  the  Chief  Counsel  for  Advocacy  of  the  Small 
Business  Administration  that  the  rule  changes  will  not  have  a 


significant  impact  on  a  substantial  number  of  small  entities 
(Regulatory  Flexibility  Act,  5  U.S.C.  605(b)).  The  main 
purpose  of  the  rule  change  is  to  implement  legislation  that 
provides  an  additional  means  for  filing  trademark  applications. 
Additionally,  the  rules  provide  for  some  technical  and  other 
changes  that  will  simplify  the  trademark  application  process. 
Hence,  the  rules  merely  provide  all  applicants  for  trademark 
registration,  including  small  businesses,  with  additional  ben- 
efits. 

Paperwork  Reduction  Act:  The  final  rules  are  in  conformity 
with  the  requirements  of  the  Paperwork  Reduction  Act  of  1995 
(PRA)  (44  U.S.C.  3501  et  seq.). 

Notwithstanding  any  other  provision  of  law,  no  person  is 
required  to  nor  shall  a  person  be  subject  to  a  penalty  for  failure 
to  comply  with  a  collection  of  information  subject  to  the 
requirements  of  the  PRA  unless  that  collection  of  information 
displays  a  currently  valid  OMB  control  number. 

This  final  rule  contains  collections  of  information  require- 
ments subject  to  the  PRA.  This  rule  adds  provisions  allowing 
parties  to  (1)  file  applications  for  international  trademark 
registration  with  the  IB  through  the  Office;  (2)  file  subsequent 
designations  with  the  IB  through  the  Office;  (3)  file  responses 
to  notices  of  irregularities  in  international  applications  issued 
by  the  IB  through  the  Office;  (4)  request  the  Office  to  note  in 
its  records  that  a  registered  extension  of  protection  of  an 
international  registration  to  the  United  States  replaces  a  previ- 
ously issued  U.S.  registration;  (5)  file  requests  to  record 
assignments  or  restrictions  of  a  holder's  right  to  dispose  of  an 
international  registration,  or  the  release  of  such  a  restriction, 
with  the  IB  through  the  Office;  and  (6)  file  a  request  that  the 
Office  transform  an  extension  of  protection  that  was  cancelled 
by  the  IB  into  an  application  for  registration  in  the  United 
States  under  section  1  or  section  44  of  the  Act.  Additionally, 
the  rule  sets  forth  requirements  for  submitting  an  affidavit  of 
continued  use  or  excusable  nonuse  under  section  7 1  of  the  Act 
and  discusses  changes  in  the  information  required  from  the 
public  to  file  notices  of  opposition,  petitions  to  cancel,  and 
requests  for  extensions  of  time  to  oppose. 

An  information  collection  package  supporting  the  changes 
to  the  above  information  requirements,  as  set  forth  in  this  rule, 
has  been  approved  by  the  Office  of  Management  and  Budget 
under  065 1  -005 1 .  Previously,  a  separate  information  package, 
0651-0040,  was  submitted  in  support  of  oppositions,  requests 
for  extensions  of  time  to  file  oppositions,  and  petitions  to 
cancel.  The  public  reporting  burden  is  estimated  to  average  as 
follows:  Fifteen  minutes  for  international  trademark  applica- 
tions; three  minutes  for  subsequent  designations;  ten  minutes 
to  respond  to  notices  of  irregularities  issued  by  the  IB  in 
connection  with  international  applications;  two  minutes  to 
request  that  the  Office  replace  a  United  States  registration  with 
a  subsequently  registered  extension  of  protection  to  the  United 
States;  five  minutes  for  a  request  to  record  an  assignment  or 
restriction  of  a  holder's  right  to  dispose  of  an  international 
registration,  or  the  release  of  such  a  restriction;  five  minutes  for 
a  request  that  the  Office  transform  a  cancelled  extension  of 
protection  into  an  application  for  registration  under  section  1 
or  44  of  the  Act;  fourteen  minutes  for  an  affidavit  of  continued 
use  or  excusable  nonuse  under  section  71  of  the  .\ct;  ten 
minutes  to  forty-five  minutes  for  notices  of  opposition  and 
petitions  to  cancel,  depending  on  the  particular  circumstances; 
and  ten  minutes  for  requests  for  extensions  of  time  to  oppose. 
These  time  estimates  include  the  time  for  reviewing  instruc- 
tions, searching  existing  data  sources,  gathering  and  maintain- 
ing the  data  needed,  and  completing  and  reviewing  the 
collection  of  information.  Comments  are  invited  on:  (1) 
Whether  the  collection  of  information  is  necessary  for  proper 
performance  of  the  functions  of  the  agency,  (2)  the  accuracy  of 
the  agency's  estimate  of  the  burden,  (3)  ways  to  enhance  the 
quality,  utility,  and  clarity  of  the  information  to  be  collected, 
and  (4)  ways  to  minimize  the  burden  of  the  collection  of 
information  to  respondents. 

Send  comments  regarding  this  burden  estimate,  or  any  other 
aspect  of  this  data  collection,  including  suggestions  for  reduc- 
ing the  burden,  to  the  Commissioner  for  Trademarks,  2900 
Crystal  Drive,  Arlington,  VA  22202-3514  (Attn:  Ari  Leifman), 
and  to  the  Office  of  Information  and  Regulatory  Affairs.  OMB, 
725  1 7th  Street,  NW.,  Washington,  DC  20503  (Attn:  USPTO 
Desk  Officer). 

Comment:  One  comment  asked  for  an  explanation  for  the 
time  estimates  and  stated  that  the  time  periods  for  filing 
electronically  should  be  increased  to  account  for  documents 
filed  by  attorneys  where  the  signature  of  an  applicant  or 
registrant  must  be  obtained  or  a  specimen  that  must  be  attached 
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to  the  electronic  submission  is  not  scanned  according  to  Office 
requirements  prior  to  filing  the  document. 

Response:  The  estimates  given  are  meant  to  describe  the 
overall  average  of  time  expended  by  all  filers.  The  Office 
recognizes  that  the  time  parties  expend  in  preparing  submis- 
sions may  vary,  depending  on  the  particular  circumstances. 
However,  the  Office  is  confident  that  the  estimates  are  reason- 
able descriptions  of  the  average  time  expended  by  all  filers. 

List  of  Subjects 

37  CFR  Part  2 

Administrative  practice  and  procedure,  Trademarks. 
37  CFR  Part  7 

Administrative  practice  and  procedure.  Trademarks. 

For  the  reasons  given  in  the  preamble  and  under  the  authority 
contained  in  35  U.S.C.  2  and  15  U.S.C.  1123,  as  amended,  the 
Office  is  amending  part  2  and  adding  part  7  of  title  37  as 
follows: 

PART  2— RULES  OF  PRACTICE  IN  TRADEMARK 
CASES 

1 .  The  authority  citation  for  37  CFR  part  2  continues  to  read  as 
follows: 

Authority:  15  U.S.C.  1123,  35  U.S.C.  2,  unless  otherwise 
noted. 

2.  Amend  §  2.2  to  add  new  paragraphs  (g)  and  (h)  to  read  as 
follows: 

§  2.2  Definitions. 

(g)  The  acronym  ESTTA  means  the  Electronic  System  for 
Trademark  Trials  and  Appeals,  available  at  http://www.usp- 
to.gov. 

(h)  The  term  international  application  means  an  application 
for  international  registration  that  is  filed  under  the  Protocol 
Relating  to  the  Madrid  Agreement  Concerning  the  Interna- 
tional Registration  of  Marks. 

3.  Revise  §  2.11  to  read  as  follows: 

§  2.11  Representation  before  the  Office. 

Representation  before  the  Office  is  governed  by  §  10.14  of 
this  chapter.  The  Office  cannot  aid  in  the  selection  of  an 
attorney. 

4.  Amend  §  2.17  by  revising  paragraphs  (a),  (b)  and  (c)  to  read 
as  follows: 

§  2.17  Recognition  for  representation. 

(a)  When  an  attorney  as  defined  in  §  10.1(c)  of  this  chapter 
acting  in  a  representative  capacity  appears  in  person  or  signs  a 
document  in  practice  before  the  United  States  Patent  and 
Trademark  Office  in  a  trademark  case,  his  or  her  personal 
appearance  or  signature  shall  constitute  a  representation  to  the 
United  States  Patent  and  Trademark  Office  that,  under  the 
provisions  of  §  10.14  and  the  law,  he  or  she  is  authorized  to 
represent  the  particular  party  in  whose  behalf  he  or  she  acts. 
Further  proof  of  authority  to  act  in  a  representative  capacity 
may  be  required. 

(b)  Before  any  non-lawyer,  as  specified  in  §  10.14(b)  of  this 
chapter,  will  be  allowed  to  take  action  of  any  kind  with  respect 
to  an  application,  registration  or  proceeding,  a  written  autho- 
rization from  the  applicant,  registrant,  party  to  the  proceeding, 
or  other  person  entitled  to  prosecute  such  application  or 
proceeding  must  be  filed. 

(c)  To  be  recognized  as  a  representative,  an  attorney  as 
defined  in  §  10.1(c)  of  this  chapter  may  file  a  power  of 
attorney,  appear  in  person,  or  sign  a  document  on  behalf  of  an 
applicant  or  registrant  that  is  filed  with  the  Office  in  a 
trademark  case. 


5.  Revise  §  2.18  to  read  as  follows: 

§  2.18  Correspondence,  with  whom  held. 

(a)  If  documents  are  transmitted  by  an  attorney,  or  a  written 
power  of  attorney  is  filed,  the  Office  will  send  correspondence 
to  the  attorney  transmitting  the  documents,  or  to  the  attorney 
designated  in  the  power  of  attorney,  provided  that  the  attorney 
is  an  attorney  as  defined  in  §  10.1(c)  of  this  chapter. 

(b)  The  Office  will  not  undertake  double  correspondence.  If 
two  or  more  attorneys  appear  or  sign  a  document,  the  Office's 
reply  will  be  sent  to  the  address  already  established  in  the 
record  until  the  apphcant,  registrant  or  party,  or  its  duly 
appointed  attorney,  requests  in  writing  that  correspondence  be 
sent  to  another  address. 

(c)  If  an  application,  registration  or  proceeding  is  not  being 
prosecuted  by  an  attorney  but  a  domestic  representative  has 
been  appointed,  the  Office  will  send  correspondence  to  the 
domestic  representative,  unless  the  applicant,  registrant  or 
party  designates  in  writing  another  correspondence  address. 

(d)  If  the  application,  registration  or  proceeding  is  not  being 
prosecuted  by  an  attorney  and  no  domestic  representative  has 
been  appointed,  the  Office  will  send  correspondence  directly  to 
the  applicant,  registrant  or  party,  unless  the  applicant,  regis- 
trant or  party  designates  in  writing  another  correspondence 
address. 

6.  Revise  §  2.19  to  read  as  follows: 

§  2.19  Revocation  of  power  of  attorney;  withdrawal. 

(a)  Authority  to  represent  an  applicant,  registrant  or  a  party 
to  a  proceeding  may  be  revoked  at  any  stage  in  the  proceedings 
of  a  case  upon  written  notification  to  the  Director;  and  when  it 
is  revoked,  the  Office  will  communicate  directly  with  the 
applicant,  registrant  or  party  to  the  proceeding,  or  with  the  new 
attorney  or  domestic  representative  if  one  has  been  appointed. 
The  Office  will  notify  the  person  affected  of  the  revocation  of 
his  or  her  authorization. 

(b)  If  the  requirements  of  §  10.40  of  this  chapter  are  met,  an 
attorney  authorized  under  §  10.14  to  represent  an  applicant, 
registrant  or  party  in  a  trademark  case  may  withdraw  upon 
application  to  and  approval  by  the  Director. 

7.  Amend  §  2.21  by  revising  paragraph  (a),  introductory  text, 
to  read  as  follows: 

§  2.21  Requirements  for  receiving  a  filing  date. 

(a)  The  Office  will  grant  a  filing  date  to  an  application  under 
section  1  or  section  44  of  the  Act  that  contains  all  of  the 
following: 

8.  Amend  §  2.33  by  revising  paragraph  (d)(1)  and  adding  a 
new  paragraph  (e)  to  read  as  follows: 

§  2.33  Verified  statement. 


t^\  *  *  * 

(1)  Place  a  symbol  comprised  of  numbers  and/or  letters 
between  two  forward  slash  marks  in  the  signature  block  on  the 
electronic  submission;  or 

(e)  In  an  application  under  section  66(a)  of  the  Act,  the 
verified  statement  is  part  of  the  international  registration  on  file 
at  the  International  Bureau.  The  verified  statement  must  allege 
that: 

(1)  The  applicant/holder  has  a  bona  fide  intention  to  use  the 
mark  in  commerce  that  the  United  States  Congress  can 
regulate  on  or  in  connection  with  the  goods/services  identified 
in  the  international  application/subsequent  designation; 

(2)  The  signatory  is  properly  authorized  to  execute  this 
declaration  on  behalf  of  the  applicant/holder; 

(3)  The  signatory  believes  the  applicant/holder  to  be  entitled 
to  use  the  mark  in  commerce  that  the  United  States  Congress 
can  regulate  on  or  in  connection  with  the  goods/services 
identified  in  the  international  application/registration;  and 
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(4)  To  the  best  of  his/her  knowledge  and  belief,  no  other 
person,  firm,  corporation,  association,  or  other  legal  entity  has 
the  right  to  use  the  mark  in  commerce  that  the  United  States 
Congress  can  regulate,  either  in  the  identical  form  thereof  or  in 
such  near  resemblance  thereto  as  to  be  likely,  when  used  on  or 
in  connection  with  the  goods/  services  of  such  other  person, 
firm,  corporation,  association,  or  other  legal  entity,  to  cause 
confusion,  or  to  cause  mistake,  or  to  deceive. 

9.  Amend  §  2.34  as  follows: 

a.  By  removing  paragraphs  (a)(l)(v),  (a)(3)(iv),  and  (a)(4)(iv); 

b.  By   revising   paragraphs    (a),    introductory    text,    (a)(2), 
(a)(4)(i)(A),  and  (b):  and 

c.  By  adding  new  paragraph  (a)(5). 

§  2.34  The  revisions  and  addition  read  as  follows:  Bases  for 
filing. 

(a)  The  application  must  include  one  or  more  of  the 
following  five  filing  bases: 

(2)  Intent-to-use  under  section  1(b)  of  the  Act.  In  an 
application  under  section  1(b)  of  the  Act,  the  applicant  must 
verify  that  it  has  a  bona  fide  intention  to  use  the  mark  in 
commerce  on  or  in  connection  with  the  goods  or  services  listed 
in  the  application.  If  the  verification  is  not  filed  with  the  initial 
application,  the  verified  statement  must  allege  that  the  appli- 
cant had  a  bona  fide  intention  to  use  the  mark  in  commerce  on 
or  in  connection  with  the  goods  or  services  listed  in  the 
application  as  of  the  filing  date  of  the  application. 

(4)  *  *  * 
/j\  *  *  * 

(A)  Specify  the  filing  date,  serial  number  and  country  of  the 
first  regularly  filed  foreign  application;  or 

(5)  Extension  of  protection  of  an  international  registration 
under  section  66(a)  of  the  Act.  In  an  application  under  section 
66(a)  of  the  Act,  the  international  application  or  subsequent 
designation  requesting  an  extension  of  protection  to  the  United 
States  must  contain  a  signed  declaration  that  meets  the 
requirements  of  §  2.33. 

(b)(1)  In  an  application  under  section  1  or  section  44  of  the 
Act,  an  applicant  may  claim  more  than  one  basis,  provided  the 
applicant  satisfies  all  requirements  for  the  bases  claimed. 
However,  the  applicant  may  not  claim  both  sections  1(a)  and 
1(b)  for  the  identical  goods  or  services  in  the  same  application. 

(2)  In  an  application  under  section  1  or  section  44  of  the  Act, 
if  an  applicant  claims  more  than  one  basis,  the  applicant  must 
list  each  basis,  followed  by  the  goods  or  services  to  which  that 
basis  applies.  If  some  or  all  of  the  goods  or  services  are 
covered  by  more  than  one  basis,  this  must  be  stated. 

(3)  A  basis  under  section  66(a)  of  the  Act  cannot  be 
combined  with  any  other  basis. 

10.  Revise  §  2.35  to  read  as  follows: 

§  2.35  Adding,  deleting,  or  substituting  bases. 

(a)  In  an  application  under  section  66(a)  of  the  Act,  an 
applicant  may  not  add,  substitute  or  delete  a  basis,  unless  the 
applicant  meets  the  requirements  for  transformation  under 
section  70(c)  of  the  Act  and  §  7.31  of  this  chapter. 

(b)  In  an  application  under  section  1  or  section  44  of  the  Act: 

(1)  Before  publication  for  opposition,  an  applicant  may  add 
or  substitute  a  basis,  if  the  applicant  meets  all  requirements  for 
the  new  basis,  as  stated  in  §  2.34.  The  applicant  may  delete  a 
basis  at  any  time. 

(2)  After  publication,  an  applicant  may  add  or  substitute  a 
basis  in  an  application  that  is  not  the  subject  of  an  inter  partes 
proceeding  before  the  Trademark  Trial  and  Appeal  Board,  but 
only  with  the  express  permission  of  the  Director,  after  consid- 


eration on  petition.  Republication  will  be  required.  The  amend- 
ment of  an  application  that  is  the  subject  of  an  inter  partes 
proceeding  before  the  Board  is  governed  by  §  2.133(a). 

(3)  When  an  applicant  substitutes  one  basis  for  another,  the 
Office  will  presume  that  there  was  a  continuing  valid  basis, 
unless  there  is  contradictory  evidence  in  the  record,  and  the 
application  will  retain  the  original  filing  date,  including  a 
priority  filing  date  under  section  44(d),  if  appropriate. 

(4)  If  an  applicant  properly  claims  a  section  44(d)  basis  in 
addition  to  another  basis,  the  applicant  will  retain  the  priority 
filing  date  under  section  44(d)  no  matter  which  basis  the 
applicant  perfects. 

(5)  The  applicant  may  add  or  substitute  a  section  44(d)  basis 
only  within  the  six-month  priority  period  following  the  filing 
date  of  the  foreign  application. 

(6)  When  the  applicant  adds  or  substitutes  a  basis,  the 
applicant  must  list  each  basis,  followed  by  the  goods  or 
services  to  which  that  basis  applies. 

(7)  When  the  applicant  deletes  a  basis,  the  applicant  must 
also  delete  any  goods  or  services  covered  solely  by  the  deleted 
basis. 

(8)  Once  an  applicant  claims  a  section  1(b)  basis  as  to  any 
or  all  of  the  goods  or  services,  the  applicant  may  not  amend  the 
application  to  seek  registration  under  section  1(a)  of  the  Act  for 
those  goods  or  services  unless  the  applicant  files  an  allegation 
of  use  under  section  1(c)  or  section  1(d)  of  the  Act. 

11.  Revise  §  2.37  to  read  as  follows: 

§  2.37  Description  of  mark. 

A  description  of  the  mark  may  be  included  in  the  application 
and  must  be  included  if  required  by  the  trademark  examining 
attorney. 

12.  Amend  §  2.47  by  redesignating  paragraphs  (c)  and  (d)  as 
paragraphs  (d)  and  (e)  and  adding  a  new  paragraph  (c)  to  read 
as  follows: 

§  2.47  Supplemental  Register. 

(c)  An  application  under  section  66(a)  of  the  Act  is  not 
eligible  for  registration  on  the  Supplemental  Register. 

Hs    ^    ^    Hi    ^ 

13.  Revise  §  2.51  to  read  as  follows: 
§  2.51  Drawing  required. 

(a)  In  an  application  under  section  1(a)  of  the  Act,  the 
drawing  of  the  mark  must  be  a  substantially  exact  representa- 
tion of  the  mark  as  used  on  or  in  connection  with  the  goods 
and/or  services. 

(b)  In  an  application  under  section  1(b)  of  the  Act,  the 
drawing  of  the  mark  must  be  a  substantially  exact  representa- 
tion of  the  mark  as  intended  to  be  used  on  or  in  connection 
with  the  goods  and/or  services  specified  in  the  application,  and 
once  an  amendment  to  allege  use  under  §  2.76  or  a  statement 
of  use  under  §  2.88  has  been  filed,  the  drawing  of  the  mark 
must  be  a  substantially  exact  representation  of  the  mark  as 
used  on  or  in  connection  with  the  goods  and/or  services. 

(c)  In  an  application  under  section  44  of  the  Act,  the  drawing 
of  the  mark  must  be  a  substantially  exact  representation  of  the 
mark  as  it  appears  in  the  drawing  in  the  registration  certificate 
of  a  mark  duly  registered  in  the  applicant's  country  of  origin. 

(d)  In  an  application  under  section  66(a)  of  the  Act,  the 
drawing  of  the  mark  must  be  a  substantially  exact  representa- 
tion of  the  mark  as  it  appears  in  the  international  registration. 

14.  Revise  §  2.52  to  read  as  follows: 

§  2.52  Types  of  drawings  and  format  for  drawings. 

A  drawing  depicts  the  mark  sought  to  be  registered.  The 
drawing  must  show  only  one  mark.  The  applicant  must  include 
a  clear  drawing  of  the  mark  when  the  application  is  filed.  There 
are  two  types  of  drawings: 

(a)  Standard  character  (typed)  drawing.  Applicants  who  seek 
to  register  words,  letters,  numbers,  or  any  combination  thereof 
without  claim  to  any  particular  font  style,  size,  or  color  must 
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submit  a  standard  character  drawing  that  shows  the  mark  in 
black  on  a  white  background.  An  applicant  may  submit  a 
standard  character  drawing  if: 

(1)  The  application  includes  a  statement  that  the  mark  is  in 
standard  characters  and  no  claim  is  made  to  any  particular  font 
style,  size,  or  color; 

(2)  The  mark  does  not  include  a  design  element; 

(3)  All  letters  and  words  in  the  mark  are  depicted  in  Latin 
characters; 

(4)  All  numerals  in  the  mark  are  depicted  in  Roman  or 
Arabic  numerals;  and 

(5)  The  mark  includes  only  common  punctuation  or  diacriti- 
cal marks. 

(b)  Special  form  drawing.  Applicants  who  seek  to  register  a 
mark  that  includes  a  two  or  three-dimensional  design;  color; 
and/or  words,  letters,  or  numbers  or  the  combination  thereof  in 
a  particular  font  style  or  size  must  submit  a  special  form 
drawing.  The  drawing  must  show  the  mark  in  black  on  a  white 
background,  unless  the  mark  includes  color. 

(1)  Color  marks.  If  the  mark  includes  color,  the  drawing 
must  show  the  mark  in  color,  and  the  applicant  must  name  the 
color(s),  describe  where  the  color(s)  appear  on  the  mark,  and 
submit  a  claim  that  the  color(s)  is  a  feature  of  the  mark. 

(2)  Three  dimensional  marks.  If  the  mark  has  three-dimen- 
sional features,  the  drawing  must  depict  a  single  rendition  of 
the  mark,  and  the  applicant  must  indicate  that  the  mark  is 
three-dimensional. 

(3)  Motion  marks.  If  the  mark  has  motion,  the  drawing  may 
depict  a  single  point  in  the  movement,  or  the  drawing  may 
depict  up  to  five  freeze  frames  showing  various  points  in  the 
movement,  whichever  best  depicts  the  commercial  impression 
of  the  mark.  The  applicant  must  also  describe  the  mark. 

(4)  Broken  lines  to  show  placement.  If  necessary  to  ad- 
equately depict  the  commercial  impression  of  the  mark,  the 
applicant  may  be  required  to  submit  a  drawing  that  shows  the 
placement  of  the  mark  by  surrounding  the  mark  with  a 
proportionately  accurate  broken-line  representation  of  the 
particular  goods,  packaging,  or  advertising  on  which  the  mark 
appears.  The  applicant  must  also  use  broken  Unes  to  show  any 
other  matter  not  claimed  as  part  of  the  mark.  For  any  drawing 
using  broken  lines  to  indicate  placement  of  the  mark,  or  matter 
not  claimed  as  part  of  the  mark,  the  applicant  must  describe  the 
mark  and  explain  the  purpose  of  the  broken  lines. 

(5)  Description  of  mark.  If  a  drawing  cannot  adequately 
depict  all  significant  features  of  the  mark,  the  appUcant  must 
also  describe  the  mark. 

(c)  TEAS  drawings.  A  drawing  filed  through  TEAS  must 
meet  the  requirements  of  §  2.53. 

(d)  Paper  drawings.  A  paper  drawing  must  meet  the  require- 
ments of  §  2.54. 

(e)  Sound,  scent,  and  non-visual  marks.  An  applicant  is  not 
required  to  submit  a  drawing  if  the  mark  consists  only  of  a 
sound,  a  scent,  or  other  completely  non-visual  matter.  For  these 
types  of  marks,  the  applicant  must  submit  a  detailed  descrip- 
tion of  the  mark. 

15.  Add  §  2.53  to  read  as  follows: 

§  2.53  Requirements  for  drawings  filed  through  the  TEAS. 

The  drawing  must  meet  the  requirements  of  §  2.52.  In 
addition,  in  a  TEAS  submission,  the  drawing  must  meet  the 
following  requirements: 

(a)  Standard  character  drawings:  If  an  applicant  is  filing  a 
standard  character  drawing,  the  applicant  must  enter  the  mark 
in  the  appropriate  field  or  attach  a  digitized  image  of  the  mark 
to  the  TEAS  submission  that  meets  the  requirements  of 
paragraph  (c)  of  this  section. 

(b)  Special  form  drawings:  If  an  applicant  is  fiUng  a  special 
form  drawing,  the  applicant  must  attach  a  digitized  image  of 
the  mark  to  the  TEAS  submission  that  meets  the  requirements 
of  paragraph  (c)  of  this  section. 

(c)  Requirements  for  digitized  image:  The  image  must  be  in 
.jpg  format  and  scanned  at  no  less  than  300  dots  per  inch  and 
no  more  than  350  dots  per  inch  with  a  length  and  width  of  no 
less  than  250  pixels  and  no  more  than  944  pixels.  All  lines 
must  be  clean,  sharp  and  solid,  not  fine  or  crowded,  and 
produce  a  high  quality  image  when  copied. 


§  2.54  Requirements  for  drawings  submitted  on  paper. 

The  drawing  must  meet  the  requirements  of  §  2.52.  In 
addition,  in  a  paper  submission,  the  drawing  should: 

(a)  Be  on  non-shiny  white  paper  that  is  separate  from  the 
application; 

(b)  Be  on  paper  that  is  8  to  8.5  inches  (20.3  to  21.6  cm.) 
wide  and  11  to  11.69  inches  (27.9  to  29.7  cm.)  long.  One  of  the 
shorter  sides  of  the  sheet  should  be  regarded  as  its  top  edge. 
The  image  must  be  no  larger  than  3.15  inches  (8  cm)  high  by 
3.15  inches  (8  cm)  wide; 

(c)  Include  the  caption  "DRAWING  PAGE"  at  the  top  of  the 
drawing  beginning  one  inch  (2.5  cm.)  from  the  top  edge;  and 

(d)  Depict  the  mark  in  black  ink,  or  in  color  if  color  is 
claimed  as  a  feature  of  the  mark. 

(e)  Drawings  must  be  typed  or  made  with  a  pen  or  by  a 
process  that  will  provide  high  definition  when  copied.  A 
photolithographic,  printer's  proof  copy,  or  other  high  quaUty 
reproduction  of  the  mark  may  be  used.  All  lines  must  be  clean, 
sharp  and  solid,  and  must  not  be  fine  or  crowded. 

17.  Amend  §  2.56  by  revising  paragraph  (d)(4)  to  read  as 
follows: 

§  2.56  Specimens. 


/j\  *  *  * 

(4)  For  a  TEAS  submission,  the  specimen  must  be  a 
digitized  image  in  .jpg  format. 

18.  Amend  §  2.65  by  revising  paragraph  (a)  to  read  as  follows: 

§  2.65  Abandonment. 

(a)  If  an  applicant  fails  to  respond,  or  to  respond  completely, 
within  six  months  after  the  date  an  action  is  mailed,  the 
application  shall  be  deemed  abandoned  unless  the  refusal  or 
requirement  is  expressly  limited  to  only  certain  goods  and/or 
services.  If  the  refusal  or  requirement  is  expressly  limited  to 
only  certain  goods  and/or  services,  the  application  will  be 
abandoned  only  as  to  those  particular  goods  and/or  services.  A 
timely  petition  to  the  Director  pursuant  to  §§  2.63(b)  and 
2.146,  if  appropriate,  is  a  response  that  avoids  abandormient  of 
an  application. 

19.  Amend  §  2.66  by  revising  paragraph  (a)(2)  to  read  as 
follows: 

§  2.66  Revival  of  abandoned  apphcations. 

(2)  Within  two  months  of  actual  knowledge  of  the  abandon- 
ment, if  the  applicant  did  not  receive  the  notice  of  abandon- 
ment, and  the  applicant  was  diligent  in  checking  the  status  of 
the  application  every  six  months  in  accordance  with  §  2.146(i). 

20.  Amend  §  2.73  by  revising  paragraph  (a)  to  read  as  follows: 

§  2.73  Amendment  to  recite  concurrent  use. 

(a)  An  appUcation  under  section  1(a),  section  44,  or  section 
66(a)  of  the  Act  may  be  amended  to  an  application  for 
concurrent  use  registration,  provided  the  application  as 
amended  satisfies  the  requirements  of  §  2.42.  The  trademark 
examining  attorney  will  determine  whether  the  application,  as 
amended,  is  acceptable. 

21.  Amend  §  2.75  by  adding  a  new  paragraph  (c)  to  read  as 
follows: 

§  2.75  Amendment  to  change  application  to  different  register. 


16.  Add  §  2.54  to  read  as  follows: 
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(c)  In  an  application  under  section  66(a)  of  the  Act,  the 
applicant  may  not  amend  the  application  to  the  Supplemental 
Register. 

22.  Revise  §  2.84  to  read  as  follows: 

§  2.84  Jurisdiction  over  published  applications. 

(a)  The  trademark  examining  attorney  may  exercise  juris- 
diction over  an  application  up  to  the  date  the  mark  is  published 
in  the  OflBcial  Gazette.  After  publication  of  an  apphcation 
under  section  1(a),  44  or  66(a)  of  the  Act,  the  trademark 
examining  attorney  may,  with  the  permission  of  the  Director, 
exercise  jurisdiction  over  the  application.  After  publication  of 
an  apphcation  under  section  1(b)  of  the  Act,  the  trademark 
examining  attorney  may  exercise  jurisdiction  over  the  appli- 
cation after  the  issuance  of  the  notice  of  allowance  under 
section  13(b)(2)  of  the  Act.  After  publication,  and  prior  to 
issuance  of  a  notice  of  allowance  in  an  application  under 
section  1(b),  the  trademark  examining  attorney  may,  with  the 
permission  of  the  Director,  exercise  jurisdiction  over  the 
application. 

(b)  After  publication,  but  before  the  certificate  of  registration 
in  an  application  under  section  1(a),  44  or  66(a)  of  the  Act  is 
printed,  or  before  the  notice  of  allowance  in  an  application 
under  section  1(b)  of  the  Act  is  printed,  an  application  that  is 
not  the  subject  of  an  inter  partes  proceeding  before  the 
Trademark  Trial  and  Appeal  Board  may  be  amended  if  the 
amendment  does  not  necessitate  republication  of  the  mark  or 
issuance  of  an  OflBce  action.  Otherwise,  an  amendment  to  such 
an  application  may  be  submitted  only  upon  petition  to  the 
Director  to  restore  jurisdiction  over  the  application  to  the 
trademark  examining  attorney  for  consideration  of  the  amend- 
ment and  further  examination.  The  amendment  of  an  applica- 
tion that  is  the  subject  of  an  inter  partes  proceeding  before  the 
Trademark  Trial  and  Appeal  Board  is  governed  by  §  2.133. 

23.  Amend  §  2.88  by  revising  paragraph  (i)(3)  to  read  as 
follows: 

§  2.88  Filing  statement  of  use  after  notice  of  allowance 


n\  *  *  * 

(3)  The  statement  of  use  may  be  accompanied  by  a  separate 
request  to  amend  the  identification  of  goods  or  services  in  the 
application,  as  stated  in  the  notice  of  allowance,  in  accordance 
with  §  2.71(a). 

***** 

24.  Revise  §  2.101  to  read  as  follows: 
§  2.101  Filing  an  opposition. 

(a)  An  opposition  proceeding  is  commenced  by  filing  a 
timely  opposition,  together  with  the  required  fee,  in  the  Office. 

(b)  Any  person  who  believes  that  he,  she  or  it  would  be 
damaged  by  the  registration  of  a  mark  on  the  Principal  Register 
may  file  an  opposition  addressed  to  the  Trademark  Trial  and 
Appeal  Board.  The  opposition  need  not  be  verified,  but  must  be 
signed  by  the  opposer  or  the  opposer's  attorney,  as  specified  in 
§  10.1(c)  of  this  chapter,  or  other  authorized  representative,  as 
specified  in  §  10.14(b)  of  this  chapter.  Electronic  signatures 
pursuant  to  §  2.193(c)(l)(iii)  are  required  for  oppositions 
submitted  electronically  under  paragraphs  (b)(1)  or  (2)  of  this 
section. 

(1)  An  opposition  to  an  application  based  on  section  1  or  44 
of  the  Act  must  be  filed  either  on  paper  or  through  ESTTA. 

(2)  An  opposition  to  an  application  based  on  section  66(a)  of 
the  Act  must  be  filed  through  ESTTA. 

(c)  The  opposition  must  be  filed  within  thirty  days  after 
publication  (§  2.80)  of  the  application  being  opposed  or  within 
an  extension  of  time  (§  2.102)  for  filing  an  opposition. 

(d)(1)  The  opposition  must  be  accompanied  by  the  required 
fee  for  each  party  joined  as  opposer  for  each  class  in  the 
application  for  which  registration  is  opposed  (see  §  2.6). 

(2)  An  otherwise  timely  opposition  will  not  be  accepted  via 
ESTTA  unless  the  opposition  is  accompanied  by  a  fee  that  is 
sufficient  to  pay  in  full  for  each  named  party  opposer  to  oppose 
the  registration  of  a  mark  in  each  class  specified  in  the 
opposition. 


(3)  If  an  otherwise  timely  opposition  is  submitted  on  paper, 
the  following  is  applicable  if  less  than  all  required  fees  are 
submitted: 

(i)  If  the  opposition  is  accompanied  by  no  fee  or  a  fee 
insufficient  to  pay  for  one  person  to  oppose  the  registration  of 
a  mark  in  at  least  one  class,  the  opposition  will  be  refused. 

(ii)  If  the  opposition  is  accompanied  by  fees  sufficient  to  pay 
for  one  person  to  oppose  registration  in  at  least  one  class,  but 
fees  are  insufficient  to  oppose  registration  in  all  the  classes  in 
the  application,  and  the  particular  class  or  classes  against 
which  the  opposition  is  filed  is  not  specified,  the  opposition 
will  be  presumed  to  be  against  the  class  or  classes  in  ascending 
numerical  order,  including  only  the  number  of  classes  in  the 
application  for  which  sufficient  fees  have  been  submitted. 

(iii)  If  persons  are  joined  as  party  opposers,  each  must 
submit  a  fee  for  each  class  for  which  opposition  is  sought.  If 
the  fees  submitted  are  sufficient  to  pay  for  one  person  to 
oppose  registration  in  at  least  one  class,  but  are  insufficient  for 
each  named  party  opposer,  the  first-named  party  will  be 
presumed  to  be  the  party  opposer.  Additional  parties  will  be 
deemed  to  be  party  opposers  only  to  the  extent  that  the  fees 
submitted  are  sufficient  to  pay  the  fee  due  for  each  party 
opposer.  If  persons  are  joined  as  party  opposers  against  a 
multiple  class  application,  the  fees  submitted  are  insufficient, 
and  no  specification  of  opposers  and  classes  is  made  at  the  time 
the  party  is  joined,  the  fees  submitted  will  be  applied  first  on 
behalf  of  the  first-named  opposer  against  as  many  of  the 
classes  in  the  application  as  the  submitted  fees  are  sufficient  to 
pay.  Any  excess  will  be  applied  on  behalf  of  the  second-named 
party  to  the  opposition  against  the  classes  in  the  application  in 
ascending  numerical  order. 

(4)  The  filing  date  of  an  opposition  is  the  date  of  receipt  in 
the  Office  of  the  opposition  together  with  the  required  fee. 

25.  Revise  §  2.102  to  read  as  follows: 

§  2.102  Extension  of  time  for  filing  an  opposition. 

(a)  Any  person  who  beheves  that  he,  she  or  it  would  be 
damaged  by  the  registration  of  a  mark  on  the  Principal  Register 
may  file  in  the  Office  a  written  request,  addressed  to  the 
Trademark  Trial  and  Appeal  Board,  to  extend  the  time  for 
filing  an  opposition.  The  written  request  need  not  be  verified, 
but  must  be  signed  by  the  potential  opposer  or  by  the  potential 
opposer's  attorney,  as  specified  in  §  10.1(c)  of  this  chapter,  or 
authorized  representative,  as  specified  in  §  10.14(b)  of  this 
chapter.  Electronic  signatures  pursuant  to  §  2.193(c)(l)(iii)  are 
required  for  electronically  filed  extension  requests. 

(1)  A  written  request  to  extend  the  time  for  filing  an 
opposition  to  an  application  filed  under  section  1  or  44  of  the 
Act  must  be  filed  either  on  paper  or  through  ESTTA. 

(2)  A  written  request  to  extend  the  time  for  fifing  an 
opposition  to  an  application  filed  under  section  66(a)  of  the  Act 
must  be  filed  through  ESTTA. 

(b)  A  written  request  to  extend  the  time  for  filing  an 
opposition  must  identify  the  potential  opposer  with  reasonable 
certainty.  Any  opposition  filed  during  an  extension  of  time 
should  be  in  the  name  of  the  person  to  whom  the  extension  was 
granted.  An  opposition  may  be  accepted  if  the  person  in  whose 
name  the  extension  was  requested  was  misidentified  through 
mistake  or  if  the  opposition  is  filed  in  the  name  of  a  person  in 
privity  with  the  person  who  requested  and  was  granted  the 
extension  of  time. 

(c)  The  time  for  filing  an  opposition  shall  not  be  extended 
beyond  180  days  from  the  date  of  publication.  Any  request  to 
extend  the  time  for  filing  an  opposition  must  be  filed  before 
thirty  days  have  expired  from  the  date  of  publication  or  before 
the  expiration  of  a  previously  granted  extension  of  time,  as 
appropriate.  Requests  to  extend  the  time  for  filing  an  opposi- 
tion must  be  filed  as  follows: 

(1)  A  person  may  file  a  first  request  for  either  a  thirty-day 
extension  of  time,  which  will  be  granted  upon  request,  or  a 
ninety-day  extension  of  time,  which  will  be  granted  only  for 
good  cause  shown. 

(2)  If  a  person  was  granted  a  thirty-day  extension  of  time, 
that  person  may  file  a  request  for  an  additional  sixty-day 
extension  of  time,  which  will  be  granted  only  for  good  cause 
shown. 

(3)  After  receiving  one  or  two  extensions  of  time  totaling 
ninety  days,  a  person  may  file  one  final  request  for  an 
extension  of  time  for  an  additional  sixty  days.  The  Board  will 
grant  this  request  only  upon  written  consent  or  stipulation 
signed  by  the  applicant  or  its  authorized  representative,  or  a 
written  request  by  the  potential  opposer  or  its  authorized 
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representative  stating  that  the  applicant  or  its  authorized 
representative  has  consented  to  the  request,  or  a  showing  of 
extraordinary  circumstances.  No  further  extensions  of  time  to 
file  an  opposition  will  be  granted  under  any  circumstances. 

26.  Revise  §  2.104(a)  to  read  as  follows: 

§  2.104  Contents  of  opposition. 

(a)  The  opposition  must  set  forth  a  short  and  plain  statement 
showing  why  the  opposer  believes  he,  she  or  it  would  be 
damaged  by  the  registration  of  the  opposed  mark  and  state  the 
grounds  for  opposition. 


27.  Revise  §  2.105  to  read  as  follows: 

§  2.105  Notification  to  parties  of  opposition  proceeding(s). 

(a)  When  an  opposition  in  proper  form  has  been  filed  and  the 
correct  fee  has  been  submitted,  the  Trademark  Trial  and  Appeal 
Board  shall  prepare  a  notification,  which  shall  identify  the  title 
and  number  of  the  proceeding  and  the  application  involved  and 
shall  designate  a  time,  not  less  than  thirty  days  from  the 
maiUng  date  of  the  notification,  within  which  an  answer  must 
be  filed. 

(b)  The  Board  shall  forward  a  copy  of  the  notification  to 
opposer,  as  follows: 

(1)  If  the  opposition  is  transmitted  by  an  attorney,  or  a 
written  power  of  attorney  is  filed,  the  Board  will  send  the 
notification  to  the  attorney  transmitting  the  opposition  or  to  the 
attorney  designated  in  the  power  of  attorney,  provided  that  the 
person  is  an  "attorney"  as  defined  in  §  10.1(c)  of  this  chapter. 

(2)  If  opposer  is  not  represented  by  an  attorney  in  the 
opposition,  but  opposer  has  appointed  a  domestic  representa- 
tive, the  Board  will  send  the  notification  to  the  domestic 
representative,  unless  opposer  designates  in  writing  another 
correspondence  address. 

(3)  If  opposer  is  not  represented  by  an  attorney  in  the 
opposition,  and  no  domestic  representative  has  been  appointed, 
the  Board  will  send  the  notification  directly  to  opposer,  unless 
opposer  designates  in  writing  another  correspondence  address. 

(c)  The  Board  shall  forward  a  copy  of  the  opposition  and  any 
exhibits  with  a  copy  of  the  notification  to  applicant,  as  follows: 

(1)  If  the  opposed  application  contains  a  clear  indication  that 
the  application  is  being  prosecuted  by  an  attorney,  as  defined  in 
§  10.1(c)  of  this  chapter,  the  Board  shall  send  the  documents 
described  in  this  section  to  appUcant's  attorney. 

(2)  If  the  opposed  application  is  not  being  prosecuted  by  an 
attorney  but  a  domestic  representative  has  been  appointed,  the 
Board  will  send  the  documents  described  in  this  section  to  the 
domestic  representative,  unless  applicant  designates  in  writing 
another  correspondence  address. 

(3)  If  the  opposed  application  is  not  being  prosecuted  by  an 
attorney,  and  no  domestic  representative  has  been  appointed, 
the  Board  will  send  the  documents  described  in  this  section 
directly  to  applicant,  unless  applicant  designates  in  writing 
another  correspondence  address. 

28.  Revise  §  2.107  to  read  as  follows: 

§  2.107  Amendment  of  pleadings  in  an  opposition  proceeding. 

(a)  Pleadings  in  an  opposition  proceeding  against  an  appli- 
cation filed  under  section  1  or  44  of  the  Act  may  be  amended 
in  the  same  manner  and  to  the  same  extent  as  in  a  civil  action 
in  a  United  States  district  court,  except  that,  after  the  close  of 
the  time  period  for  filing  an  opposition  including  any  extension 
of  time  for  filing  an  opposition,  an  opposition  may  not  be 
amended  to  add  to  the  goods  or  services  opposed. 

(b)  Pleadings  in  an  opposition  proceeding  against  an  appli- 
cation filed  under  section  66(a)  of  the  Act  may  be  amended  in 
the  same  manner  and  to  the  same  extent  as  in  a  civil  action  in 
a  United  States  district  court,  except  that,  once  filed,  the 
opposition  may  not  be  amended  to  add  to  the  grounds  for 
opposition  or  to  add  to  the  goods  or  services  subject  to 
opposition. 

29.  Revise  §  2.111  to  read  as  follows: 


§  2.111  Filing  petition  for  cancellation. 

(a)  A  cancellation  proceeding  is  commenced  by  the  filing  of 
a  timely  petition  for  cancellation,  together  with  the  required 
fee,  in  the  Office. 

(b)  Any  person  who  believes  that  he,  she  or  it  is  or  will  be 
damaged  by  a  registration  may  file  a  petition,  addressed  to  the 
Trademark  Trial  and  Appeal  Board,  for  cancellation  of  the 
registration  in  whole  or  in  part.  The  petition  for  cancellation 
need  not  be  verified,  but  must  be  signed  by  the  petitioner  or  the 
petitioner's  attorney,  as  specified  in  §  10.1(c)  of  this  chapter,  or 
other  authorized  representative,  as  specified  in  §  10.14(b)  of 
this  chapter.  Electronic  signatures  pursuant  to  §  2.193(c)(l)(iii) 
are  required  for  petitions  submitted  electronically  via  ESTTA. 
The  petition  for  cancellation  may  be  filed  at  any  time  in  the 
case  of  registrations  on  the  Supplemental  Register  or  under  the 
Act  of  1920,  or  registrations  under  the  Act  of  1881  or  the  Act 
of  1905  which  have  not  been  published  under  section  12(c)  of 
the  Act,  or  on  any  ground  specified  in  section  14(3)  or  (5)  of 
the  Act.  In  all  other  cases,  the  petition  for  cancellation  and  the 
required  fee  must  be  filed  within  five  years  from  the  date  of 
registration  of  the  mark  under  the  Act  or  from  the  date  of 
publication  under  section  12(c)  of  the  Act. 

(c)(1)  The  petition  for  cancellation  must  be  accompanied  by 
the  required  fee  for  each  party  joined  as  petitioner  for  each 
class  in  the  registration  for  which  cancellation  is  sought  (see  § 
2.6). 

(2)  An  otherwise  timely  petition  for  cancellation  will  not  be 
accepted  via  ESTTA  unless  the  petition  for  cancellation  is 
accompanied  by  a  fee  that  is  sufficient  to  pay  in  full  for  each 
named  party  petitioner  to  petition  for  cancellation  of  the 
registration  of  a  mark  in  each  class  specified  in  the  petition  for 
cancellation. 

(3)  If  an  otherwise  timely  petition  for  cancellation  is 
submitted  on  paper,  the  following  is  appUcable  if  less  than  all 
required  fees  are  submitted: 

(i)  If  the  petition  for  cancellation  is  accompanied  by  no  fee 
or  a  fee  insufficient  to  pay  for  one  person  to  petition  for 
cancellation  against  at  least  one  class  in  the  registration,  the 
petition  for  cancellation  will  be  refused. 

(ii)  If  the  petition  for  cancellation  is  accompanied  by  fees 
sufficient  to  pay  for  one  person  to  petition  for  cancellation 
against  at  least  one  class  in  the  registration,  but  fees  are 
insufficient  for  a  petition  for  cancellation  against  all  the  classes 
in  the  registration,  and  the  particular  class  or  classes  against 
which  the  petition  for  cancellation  is  filed  is  not  specified,  the 
petition  for  cancellation  will  be  presumed  to  be  against  the 
class  or  classes  in  ascending  numerical  order,  including  only 
the  number  of  classes  in  the  registration  for  which  sufficient 
fees  have  been  submitted. 

(iii)  If  persons  are  joined  as  party  petitioners,  each  must 
submit  a  fee  for  each  class  for  which  cancellation  is  sought.  If 
the  fees  submitted  are  sufficient  to  pay  for  one  person  to 
petition  for  cancellation  of  the  registration  in  at  least  one  class 
but  are  insufficient  for  each  named  party  petitioner,  the 
first-named  party  will  be  presumed  to  be  the  party  petitioner. 
Additional  parties  will  be  deemed  to  be  party  petitioners  only 
to  the  extent  that  the  fees  submitted  are  sufficient  to  pay  the  fee 
due  for  each  party  petitioner.  If  persons  are  joined  as  party 
petitioners  against  a  multiple  class  registration,  the  fees  sub- 
mitted are  insufficient,  and  no  specification  of  parties  and 
classes  is  made  at  the  time  the  party  is  joined,  the  fees 
submitted  will  be  applied  first  on  behalf  of  the  first-named 
petitioner  against  as  many  of  the  classes  in  the  registration  as 
the  submitted  fees  are  sufficient  to  pay.  Any  excess  will  be 
applied  on  behalf  of  the  second-named  party  to  the  cancella- 
tion against  the  classes  in  the  registration  in  ascending  numeri- 
cal order. 

(4)  The  filing  date  of  a  petition  for  cancellation  is  the  date  of 
receipt  in  the  Office  of  the  petition  for  cancellation  together 
with  the  required  fee. 

30.  Revise  §  2.112  to  read  as  follows: 

§  2.112  Contents  of  petition  for  cancellation. 

(a)  The  petition  for  cancellation  must  set  forth  a  short  and 
plain  statement  showing  why  the  petitioner  believes  he,  she  or 
it  is  or  will  be  damaged  by  the  registration,  state  the  ground  for 
cancellation,  and  indicate,  to  the  best  of  petitioner's  knowl- 
edge, the  name  and  address  of  the  current  owner  of  the 
registration. 
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(b)  When  appropriate,  petitions  for  cancellation  of  different 
registrations  owned  by  the  same  party  may  be  joined  in  a 
consolidated  petition  for  cancellation.  The  required  fee  must  be 
included  for  each  party  joined  as  a  petitioner  for  each  class 
sought  to  be  cancelled  in  each  registration  against  which  the 
petition  for  cancellation  is  filed. 

31.  Revise  §  2.113  to  read  as  follows: 

§  2.113  Notification  to  parties  of  cancellation  proceeding. 

(a)  When  a  petition  for  cancellation  has  been  filed  in  proper 
form  (see  §§2.111  and  2. 112),  the  Trademark  Trial  and  Appeal 
Board  shall  prepare  a  notification  which  shall  identify  the  title 
and  number  of  the  proceeding  and  the  registration(s)  involved 
and  shall  designate  a  time,  not  less  than  thirty  days  from  the 
mailing  date  of  the  notification,  within  which  an  answer  must 
be  filed. 

(b)  The  Board  shall  forward  a  copy  of  the  notification  to 
petitioner,  as  follows: 

(1)  If  the  petition  for  cancellation  is  transmitted  by  an 
attorney,  or  a  written  power  of  attorney  is  filed,  the  Board  will 
send  the  notification  to  the  attorney  transmitting  the  petition 
for  cancellation  or  to  the  attorney  designated  in  the  power  of 
attorney,  provided  that  person  is  an  "attorney"  as  defined  in  § 
10.1(c)  of  this  chapter. 

(2)  If  petitioner  is  not  represented  by  an  attorney  in  the 
cancellation  proceeding,  but  petitioner  has  appointed  a  domes- 
tic representative,  the  Board  will  send  the  notification  to  the 
domestic  representative,  unless  petitioner  designates  in  writing 
another  correspondence  address. 

(3)  If  petitioner  is  not  represented  by  an  attorney  in  the 
cancellation  proceeding,  and  no  domestic  representative  has 
been  appointed,  the  Board  will  send  the  notification  directly  to 
petitioner,  unless  petitioner  designates  in  writing  another 
correspondence  address. 

(c)  The  Board  shall  forward  a  copy  of  the  petition  for 
cancellation  and  any  exhibits  with  a  copy  of  the  notification  to 
the  respondent  (see  §  2.118).  The  respondent  shall  be  the  party 
shown  by  the  records  of  the  Office  to  be  the  current  owner  of 
the  registration(s)  sought  to  be  cancelled,  except  that  the 
Board,  in  its  discretion,  may  join  or  substitute  as  respondent  a 
party  who  makes  a  showing  of  a  current  ownership  interest  in 
such  registration(s). 

(d)  When  the  party  alleged  by  the  petitioner,  pursuant  to  § 
2.112(a),  as  the  current  owner  of  the  registration(s)  is  not  the 
record  owner,  a  courtesy  copy  of  the  petition  for  cancellation 
shall  be  forwarded  with  a  copy  of  the  notification  to  the  alleged 
current  owner.  The  alleged  current  owner  may  file  a  motion  to 
be  joined  or  substituted  as  respondent. 

(e)  If  the  petition  for  cancellation  is  found  to  be  defective  as 
to  form,  the  party  fifing  the  petition  for  cancellation  shall  be 
advised  and  allowed  reasonable  time  for  correcting  the  infor- 
mality. 

32.  Revise  §  2.118  to  read  as  follows: 

§  2.118  UndeHvered  Office  notices. 

When  a  notice  sent  by  the  Office  to  any  registrant  is  returned 
to  the  Office  undelivered,  additional  notice  may  be  given  by 
publication  in  the  Official  Gazette  for  the  period  of  time 
prescribed  by  the  Director. 

33.  Amend  §  2.121   by  revising  paragraph  (d)  to  read  as 
follows: 

§  2.121  Assignment  of  times  for  taking  testimony. 


(d)  When  parties  stipulate  to  the  rescheduling  of  testimony 
periods  or  to  the  reschedufing  of  the  closing  date  for  discovery 
and  the  reschedufing  of  testimony  periods,  a  stipulation  pre- 
sented in  the  form  used  in  a  trial  order,  signed  by  the  parties, 
or  a  motion  in  said  form  signed  by  one  party  and  including  a 
statement  that  every  other  party  has  agreed  thereto,  shall  be 
submitted  to  the  Board. 


34.  Amend  §  2.123  by  revising  paragraph  (g)(1)  to  read  as 
follows: 


§  2.123  Trial  testimony  in  inter  partes  cases. 
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(g)  Form  of  deposition.  (1)  The  pages  of  each  deposition 
must  be  numbered  consecutively,  and  the  name  of  the  witness 
plainly  and  conspicuously  written  at  the  top  of  each  page.  A 
deposition  must  be  in  written  form.  The  questions  propounded 
to  each  witness  must  be  consecutively  numbered  unless  the 
pages  have  numbered  lines.  Each  question  must  be  followed  by 
its  answer. 

35.  Add  new  §  2.126  to  read  as  follows: 

§  2.126  Form  of  submissions  to  the  Trademark  Trial  and 
Appeal  Board. 

(a)  Submissions  may  be  made  to  the  Trademark  Trial  and 
Appeal  Board  on  paper  where  Board  practice  or  the  rules  in 
this  part  permit.  A  paper  submission,  including  exhibits  and 
depositions,  must  meet  the  following  requirements: 

(1)  A  paper  submission  must  be  printed  in  at  least  11 -point 
type  and  double-spaced,  with  text  on  one  side  only  of  each 
sheet; 

(2)  A  paper  submission  must  be  8  to  8.5  inches  (20.3  to  21.6 
cm.)  wide  and  11  to  11.69  inches  (27.9  to  29.7  cm.)  long,  and 
contain  no  tabs  or  other  such  devices  extending  beyond  the 
edges  of  the  paper; 

(3)  If  a  paper  submission  contains  dividers,  the  dividers 
must  not  have  any  extruding  tabs  or  other  devices,  and  must  be 
on  the  same  size  and  weight  paper  as  the  submission; 

(4)  A  paper  submission  must  not  be  stapled  or  bound; 

(5)  AU  pages  of  a  paper  submission  must  be  numbered  and 
exhibits  shall  be  identified  in  the  manner  prescribed  in  § 
2.123(g)(2); 

(6)  Exhibits  pertaining  to  a  paper  submission  must  be  filed 
on  paper  or  CD-ROM  concurrently  with  the  paper  submission, 
and  comply  with  the  requirements  for  a  paper  or  CD-ROM 
submission. 

(b)  Submissions  may  be  made  to  the  Trademark  Trial  and 
Appeal  Board  on  CD-ROM  where  the  rules  in  this  part  or 
Board  practice  permit.  A  CD-  ROM  submission  must  identify 
the  parties  and  case  number  and  contain  a  list  that  clearly 
identifies  the  documents  and  exhibits  contained  thereon.  This 
information  must  appear  in  the  data  contained  in  the  CD-  ROM 
itself,  on  a  label  affixed  to  the  CD-ROM,  and  on  the  packaging 
for  the  CD-ROM.  Text  in  a  CD-ROM  submission  must  be  in  at 
least  11 -point  type  and  double- spaced.  A  brief  filed  on  CD- 
ROM  must  be  accompanied  by  a  single  paper  copy  of  the  brief. 
A  CD-ROM  submission  must  be  accompanied  by  a  transmittal 
letter  on  paper  that  identifies  the  parties,  the  case  number  and 
the  contents  of  the  CD-ROM. 

(c)  Submissions  may  be  made  to  the  Trademark  Trial  and 
Appeal  Board  electrorucally  via  the  Internet  where  the  rules  in 
this  part  or  Board  practice  permit,  according  to  the  parameters 
established  by  the  Board  and  published  on  the  Web  site  of  the 
Office.  Text  in  an  electronic  submission  must  be  in  at  least 
11-point  type  and  double-spaced.  Exhibits  pertaining  to  an 
electronic  submission  must  be  made  electronically  as  an 
attachment  to  the  submission. 

(d)  To  be  handled  as  confidential,  submissions  to  the 
Trademark  Trial  and  Appeal  Board  that  are  confidential  in 
whole  or  part  pursuant  to  §  2.125(e)  must  be  submitted  under 
a  separate  cover.  Both  the  submission  and  its  cover  must  be 
marked  confidential  and  must  identify  the  case  number  and  the 
parties.  A  copy  of  the  submission  with  the  confidential  portions 
redacted  must  be  submitted. 

36.  Amend  §  2.127  by  revising  paragraph  (a)  to  read  as 
follows: 

§  2.127  Motions. 

(a)  Every  motion  must  be  submitted  in  written  form  and 
must  meet  the  requirements  prescribed  in  §  2.126.  It  shall 
contain  a  full  statement  of  the  grounds,  and  shall  embody  or  be 
accompanied  by  a  brief  Except  as  provided  in  paragraph  (e)(1) 
of  this  section,  a  brief  in  response  to  a  motion  shall  be  filed 
within  fifteen  days  from  the  date  of  service  of  the  motion 
unless  another  time  is  specified  by  the  Trademark  Trial  and 
Appeal  Board,  or  the  time  is  extended  by  stipulation  of  the 
parties  approved  by  the  Board,  or  upon  motion  granted  by  the 
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Board,  or  upon  order  of  the  Board.  If  a  motion  for  an  extension 
is  denied,  the  time  for  responding  to  the  motion  remains  as 
specified  under  this  section,  unless  otherwise  ordered.  The 
Board  may,  in  its  discretion,  consider  a  reply  brief.  Except  as 
provided  in  paragraph  (e)(1)  of  this  section,  a  reply  brief,  if 
filed,  shall  be  filed  within  fifteen  days  from  the  date  of  service 
of  the  brief  in  response  to  the  motion.  The  time  for  filing  a 
reply  brief  will  not  be  extended.  No  further  papers  in  support 
of  or  in  opposition  to  a  motion  will  be  considered  by  the  Board. 
The  brief  in  support  of  a  motion  and  the  brief  in  response  to  the 
motion  shall  not  exceed  twenty-five  pages  in  length,  and  a 
reply  brief  shall  not  exceed  ten  pages  in  length.  Exhibits 
submitted  in  support  of  or  in  opposition  to  a  motion  shall  not 
be  deemed  to  be  part  of  the  brief  for  purposes  of  determining 
the  length  of  the  brief.  When  a  party  fails  to  file  a  brief  in 
response  to  a  motion,  the  Board  may  treat  the  motion  as 
conceded.  An  oral  hearing  will  not  be  held  on  a  motion  except 
on  order  by  the  Board. 


37.  Amend  §  2.128  by  revising  paragraph  (b)  to  read  as 
follows: 


§  2. 142  Time  and  manner  of  ex  parte  appeals. 

(a)  Any  appeal  filed  under  the  provisions  of  §  2.141  must  be 

filed  within  six  months  from  the  date  of  the  final  refusal  or  the 

date  of  the  action  from  which  the  appeal  is  taken.  An  appeal  is 

taken  by  filing  a  notice  of  appeal  in  written  form,  as  prescribed 

in  §  2.126,  and  paying  the  appeal  fee. 
/jj\  *  *  * 

(2)  Briefs  must  be  submitted  in  written  form  and  must  meet 
the  requirements  prescribed  in  §  2.126.  Each  brief  shall  contain 
an  alphabetical  index  of  cited  cases.  Without  prior  leave  of  the 
Trademark  Trial  and  Appeal  Board,  a  brief  shall  not  exceed 
twenty-five  pages  in  length  in  its  entirety,  including  the  table  of 
contents,  index  of  cases,  description  of  the  record,  statement  of 
the  issues,  recitation  of  the  facts,  argument,  and  summary. 

41.  Amend  §  2.145  by  revising  paragraphs  (b)(3),  (c)(3)  and 
(c)(4)  to  read  as  follows: 

§  2.145  Appeal  to  court  and  civil  action. 


§  2.128  Briefs  at  final  hearing. 

(b)  Briefs  must  be  submitted  in  written  form  and  must  meet 
the  requirements  prescribed  in  §  2. 126.  Each  brief  shall  contain 
an  alphabetical  index  of  cited  cases.  Without  prior  leave  of  the 
Trademark  Trial  and  Appeal  Board,  a  main  brief  on  the  case 
shall  not  exceed  fifty-five  pages  in  length  in  its  entirety, 
including  the  table  of  contents,  index  of  cases,  description  of 
the  record,  statement  of  the  issues,  recitation  of  the  facts, 
argument,  and  summary;  and  a  reply  brief  shall  not  exceed 
twenty-five  pages  in  its  entirety. 

38.  Revise  §  2.130  to  read  as  follows: 

§  2.130  New  matter  suggested  by  the  trademark  examining 
attorney. 

If,  while  an  inter  partes  proceeding  involving  an  application 
under  section  1  or  44  of  the  Act  is  pending,  facts  appear  which, 
in  the  opinion  of  the  trademark  examining  attorney,  render  the 
mark  in  the  application  unregistrable,  the  facts  should  be  called 
to  the  attention  of  the  Trademark  Trial  and  Appeal  Board.  The 
Board  may  suspend  the  proceeding  and  refer  the  application  to 
the  trademark  examining  attorney  for  an  ex  parte  determina- 
tion of  the  question  of  registrability.  A  copy  of  the  trademark 
examining  attorney's  final  action  will  be  furnished  to  the 
parties  to  the  inter  partes  proceeding  following  the  final 
determination  of  registrability  by  the  trademark  examining 
attorney  or  the  Board  on  appeal.  The  Board  will  consider  the 
application  for  such  further  inter  partes  action  as  may  be 
appropriate. 

39.  Revise  §  2.131  to  read  as  follows: 

§  2.131  Remand  after  decision  in  inter  partes  proceeding. 

If,  during  an  inter  partes  proceeding  involving  an  application 
under  section  1  or  44  of  the  Act,  facts  are  disclosed  which 
appear  to  render  the  mark  unregistrable,  but  such  matter  has 
not  been  tried  under  the  pleadings  as  filed  by  the  parties  or  as 
they  might  be  deemed  to  be  amended  under  Rule  15(b)  of  the 
Federal  Rules  of  Civil  Procedure  to  conform  to  the  evidence, 
the  Trademark  Trial  and  Appeal  Board,  in  lieu  of  determining 
the  matter  in  the  decision  on  the  proceeding,  may  remand  the 
application  to  the  trademark  examining  attorney  for  reexami- 
nation in  the  event  the  applicant  ultimately  prevails  in  the  inter 
partes  proceeding.  Upon  remand,  the  trademark  examining 
attorney  shall  reexamine  the  application  in  light  of  the  refer- 
ence by  the  Board.  If,  upon  reexamination,  the  trademark 
examining  attorney  finally  refuses  registration  to  the  applicant, 
an  appeal  may  be  taken  as  provided  by  §§  2.141  and  2.142. 

40.  Amend  §  2.142  by  revising  paragraphs  (a)  and  (b)(2)  to 
read  as  follows: 


r\j\  *  *  * 

(3)  Notices  of  appeal  directed  to  the  Director  shall  be  mailed 
to  or  served  by  hand  on  the  General  Counsel,  according  to  part 
104  of  this  chapter,  with  a  duplicate  copy  mailed  or  served  by 
hand  on  the  Trademark  Trial  and  Appeal  Board. 

If*  I    *     *     **• 

(3)  Any  adverse  party  to  an  appeal  taken  to  the  U.S.  Court 
of  Appeals  for  the  Federal  Circuit  by  a  defeated  party  in  an 
inter  partes  proceeding  may  file  a  notice  with  the  Office, 
addressed  to  the  OflSce  of  the  General  Counsel,  according  to 
part  104  of  this  chapter,  within  twenty  days  after  the  filing  of 
the  defeated  party's  notice  of  appeal  to  the  court  (paragraph  (b) 
of  this  section),  electing  to  have  all  further  proceedings 
conducted  as  provided  in  section  21(b)  of  the  Act.  The  notice 
of  election  must  be  served  as  provided  in  §  2.119. 

(4)  In  order  to  avoid  premature  termination  of  a  proceeding, 
a  party  who  commences  a  civil  action,  pursuant  to  section 
21(b)  of  the  Act,  must  file  written  notice  thereof  at  the 
Trademark  Trial  and  Appeal  Board. 


42.  Amend  §  2.146  by  revising  paragraphs  (c)  and  (i)  to  read 
as  follows: 

§  2.146  Petitions  to  the  Director. 

(c)  Every  petition  to  the  Director  shall  include  a  statement  of 
the  facts  relevant  to  the  petition,  the  points  to  be  reviewed,  the 
action  or  relief  that  is  requested,  and  the  fee  required  by  §  2.6. 
Any  brief  in  support  of  the  petition  shall  be  embodied  in  or 
accompany  the  petition.  When  facts  are  to  be  proved  in  ex 
parte  cases,  proof  in  the  form  of  aflBdavits  or  declarations  in 
accordance  with  §  2.20,  and  any  exhibits,  shall  accompany  the 
petition. 

(i)  Where  a  petitioner  seeks  to  reactivate  an  application  or 
registration  that  was  abandoned,  cancelled  or  expired  because 
papers  were  lost  or  mishandled,  the  Director  may  deny  the 
petition  if  the  petitioner  was  not  diligent  in  checking  the  status 
of  the  application  or  registration.  To  be  considered  diligent,  a 
petitioner  must: 

(1)  During  the  pendency  of  an  application,  check  the  status 
of  the  application  every  six  months  between  the  filing  date  of 
the  application  and  issuance  of  a  registration; 

(2)  After  registration,  check  the  status  of  the  registration 
every  six  months  from  the  filing  of  an  affidavit  of  use  or 
excusable  nonuse  under  section  8  or  71  of  the  Act,  or  a  renewal 
application  under  section  9  of  the  Act,  until  the  petitioner 
receives  notice  that  the  affidavit  or  renewal  application  has 
been  accepted;  and 

(3)  If  the  status  check  reveals  that  the  Office  has  not  received 
a  document  filed  by  the  petitioner,  or  that  the  Office  has  issued 
an  action  or  notice  that  the  petitioner  has  not  received,  the 
petitioner  must  promptly  request  corrective  action. 
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Subpart  C — Subsequent  Designation  Submitted  Through  the 

Office 

7.21  Subsequent  designation. 


§  2.151  Certificate. 

When  the  Office  determines  that  a  mark  is  registrable,  the 
Office  will  issue  a  certificate  stating  that  the  applicant  is 
entitled  to  registration  on  the  Principal  Register  or  on  the 
Supplemental  Register.  The  certificate  will  state  the  application 
filing  date,  the  act  under  which  the  mark  is  registered,  the  date 
of  issue,  and  the  number  of  the  registration.  A  reproduction  of 
the  mark  and  pertinent  data  from  the  application  will  be  sent 
with  the  certificate.  A  notice  of  the  requirements  of  sections  8 
and  71  of  the  Act  will  accompany  the  certificate. 

44.  Amend  §  2.161  by  revising  paragraph  (g)(2)  and  adding  a 
new  paragraph  (g)(3)  to  read  as  follows: 

§  2.161  Requirements  for  a  complete  affidavit  or  declaration  of 
continued  use  or  excusable  nonuse. 


(g)  *  *  * 

(2)  Be  flat  and  no  larger  than  8.5  inches  (21.6  cm.)  wide  by 
11.69  inches  (29.7  cm.)  long.  If  a  specimen  exceeds  these  size 
requirements  (a  "bulky  specimen"),  the  Office  will  create  a 
facsimile  of  the  specimen  that  meets  the  requirements  of  the 
rule  (i.e.,  is  flat  and  no  larger  than  8.5  inches  (21.6  cm.)  wide 
by  11.69  inches  (29.7  cm.)  long)  and  put  it  in  the  record.  In  the 
absence  of  non-bulky  alternatives,  the  Office  may  accept  an 
audio  or  video  cassette  tape  recording,  CD-ROM,  or  a  speci- 
men in  another  appropriate  medium. 

(3)  Be  a  digitized  image  in  .jpg  format,  if  transmitted 
through  TEAS. 

45.  Revise  §  2.171  to  read  as  follows: 

§  2.171  New  certificate  on  change  of  ownership. 

(a)  If  the  ownership  of  a  registered  mark  changes,  the 
assignee  may  request  that  a  new  certificate  of  registration  be 
issued  in  the  name  of  the  assignee  for  the  unexpired  part  of  the 
original  period.  The  assignment  must  be  recorded  in  the  Office, 
and  the  request  for  the  new  certificate  must  be  signed  by  the 
assignee  and  accompanied  by  the  fee  required  by  §  2.6(a)(8). 
If  available,  the  original  certificate  of  registration  must  be 
submitted. 

(b)  When  ownership  of  a  registration  has  changed  with 
respect  to  some,  but  not  all,  of  the  goods  and/or  services,  the 
registrant(s)  may  file  a  request  that  the  registration  be  divided 
into  two  or  more  separate  registrations.  The  fee  required  by  § 
2.6(a)(8)  must  be  paid  for  each  new  registration  created  by  the 
division,  and  the  change  of  ownership  must  be  recorded  in  the 
Office. 

1.  Add  a  new  part  7: 

PART  7— RULES  OF  PRACTICE  IN  FILINGS  PURSU- 
ANT TO  THE  PROTOCOL  RELATING  TO  THE 
MADRID  AGREEMENT  CONCERNING  THE  INTER- 
NATIONAL REGISTRATION  OF  MARKS 

Subpart  A — General  Information 
§ 

7.1  Definitions  of  terms  as  used  in  this  part. 

7.2  [Reserved] 

7.3  Correspondence  must  be  in  English. 

7.4  Receipt  of  correspondence. 

7.5  [Reserved] 

7.6  Schedule  of  U.S.  process  fees. 

7.7  Payments  of  fees  to  International  Bureau. 

Subpart  B — International  Application  Originating  From  The 
United  States 

7.11  Requirements  for  international  application  originating 
from  the  United  States. 

7.12  Claim  of  color. 

7.13  Certification  of  international  application. 

7.14  Correcting  irregularities  in  international  apphcation. 


Subpart  D — Recording  Changes  to  International  Registration 

7.22  Recording  changes  to  international  registration. 

7.23  Requests  for  recording  assignments  at  the  International 
Bureau. 

7.24  Requests  to  record  security  interest  or  other  restriction  of 
holder's  rights  of  disposal  or  release  of  such  restriction 
submitted  through  the  Office. 

Subpart  E — Extension  of  Protection  to  the  United  States 

7.25  Sections  of  part  2  applicable  to  extension  of  protection. 

7.26  Filing  date  of  extension  of  protection  for  purposes  of 
examination  in  the  Office. 

7.27  Priority  claim  of  extension  of  protection  for  purposes  of 
examination  in  the  Office. 

7.28  Replacement  of  U.S.  registration  by  registered  extension 
of  protection. 

7.29  Effect  of  replacement  on  U.S.  registration. 

7.30  Effect  of  cancellation  or  expiration  of  international 
registration. 

7.31  Requirements  for  transformation  of  an  extension  of 
protection  to  the  United  States  into  a  U.S.  application. 

Subpart  F — Affidavit  Under  Section  71  of  the  Act  for  Exten- 
sion of  Protection  to  the  United  States 

7.36  Affidavit  or  declaration  of  use  in  commerce  or  excusable 
nonuse  required  to  avoid  cancellation  of  an  extension  of 
protection  to  the  United  States. 

7.37  Requirements  for  a  complete  affidavit  or  declaration  of 
use  in  commerce  or  excusable  nonuse. 

7.38  Notice  to  holder  of  extension  of  protection. 

7.39  Acknowledgment  of  receipt  of  affidavit  or  declaration  of 
use  in  commerce  or  excusable  nonuse. 

7.40  Petition  to  Director  to  review  refusal. 

Subpart  G — Renewal  of  International  Registration  and  Exten- 
sion of  Protection 

7.41  Renewal  of  international  registration  and  extension  of 
protection. 

Authority:  15  U.S.C.  1123,  35  U.S.C.  2,  unless  otherwise 
noted. 


Subpart  A — General  Information 

§  7.1  Definitions  of  terms  as  used  in  this  part. 

(a)  the  Act  means  the  Trademark  Act  of  1946,  60  Stat.  427, 
as  amended,  codified  in  15  U.S.C.  1051  et  seq. 

(b)  Subsequent  designation  means  a  request  for  extension  of 
protection  of  an  international  registration  to  a  Contracting 
Party  made  after  the  International  Bureau  registers  the  mark. 

(c)  The  acronym  TEAS  means  the  Trademark  Electronic 
Application  System  available  on-line  through  the  Office's  Web 
site  at:  http://www.uspto.gov. 

(d)  The  term  Office  means  the  United  States  Patent  and 
Trademark  Office. 

(e)  All  references  to  sections  in  this  part  refer  to  37  Code  of 
Federal  Regulations,  except  as  otherwise  stated. 

§  7.2  [Reserved] 

§  7.3  Correspondence  must  be  in  English. 

International  applications  and  registrations,  requests  for 
extension  of  protection  and  all  other  related  correspondence 
with  the  Office  must  be  in  English.  The  Office  will  not  process 
correspondence  that  is  in  a  language  other  than  English. 

§  7.4  Receipt  of  correspondence. 

Correspondence  relating  to  international  applications  and 
registrations  and  requests  for  extension  of  protection  submitted 
through  TEAS  will  be  accorded  the  date  and  time  on  which  the 
complete  transmission  is  received  in  the  Office  based  on 
Eastern  Time.  Eastern  Time  means  eastern  standard  time  or 
eastern  daylight  time,  as  appropriate. 
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§  7.5  [Reserved] 

§  7.6  Schedule  of  U.S.  process  fees. 

(a)  The  Office  requires  the  following  process  fees: 

(1)  For  certifying  an  international  application  based  on  a 
single  basic  application  or  registration,  per  class — $100.00 

(2)  For  certifying  an  international  application  based  on  more 
than  one  basic  application  or  registration,  per  class — $150.00 

(3)  For  transmitting  a  subsequent  designation  under 
§  7.21—  $100.00 

(4)  For  transmitting  a  request  to  record  an  assignment  or 
restriction,  or  release  of  a  restriction,  under  §  7.23  or 

§  7.24— $100.00 

(5)  For  filing  a  notice  of  replacement  under  §  7.28, 
per  class— $100.00 

(6)  For  filing  an  affidavit  under  §  71  of  the  Act, 
per  class— $100.00 

(7)  Surcharge  for  filing  an  affidavit  under  §  71  of  the  Act 
during  the  grace  period,  per  class — $100.00 

(b)  The  fees  required  in  paragraph  (a)  of  this  section  must  be 
paid  in  U.S.  dollars  at  the  time  of  submission  of  the  requested 
action.  See  §  2.207  of  this  chapter  for  acceptable  forms  of 
payment  and  §  2.208  of  this  chapter  for  payments  using  a 
deposit  account  established  in  the  Office. 

§  7.7  Payments  of  fees  to  International  Bureau. 

(a)  The  following  fees  may  be  paid  either  directly  to  the 
International  Bureau  or  through  the  Office: 

(1)  International  application  fees; 

(2)  Subsequent  designation  fees;  and 

(3)  Recording  fee  for  an  assignment  of  an  international 
registration  under  §  7.23. 

(b)  The  fees  in  paragraph  (a)  of  this  section  may  be  paid  as 
follows: 

(l)(i)  Directly  to  the  International  Bureau  by  debit  to  a 
current  account  with  the  International  Bureau.  In  this  case,  an 
applicant  or  holder's  submission  to  the  Office  must  include  the 
International  Bureau  account  number;  or 

(ii)  Directly  to  the  International  Bureau  using  any  other 
acceptable  method  of  payment.  In  this  case,  an  applicant  or 
holder's  submission  to  the  Office  must  include  the  Interna- 
tional Bureau  receipt  number  for  payment  of  the  fees;  or 

(2)  Through  the  Office.  Fees  paid  through  the  Office  must  be 
paid  in  U.S.  dollars  at  the  time  of  submission.  See  §  2.207  of 
this  chapter  for  acceptable  forms  of  payment  and  §  2.208  of 
this  chapter  for  payments  using  a  deposit  account  established 
in  the  Office. 

(c)  The  International  Bureau  fee  calculator  may  be  viewed 
on  the  Web  site  of  the  World  Intellectual  Property  Organiza- 
tion, currently  available  at:  http://www.wipo.int/madrid/en/. 

Subpart  B — International  Application  Originating  From  the 
United  States 

§  7.11  Requirements  for  international  application  originating 
from  the  United  States. 

(a)  The  Office  will  grant  a  date  of  receipt  to  an  international 
application  that  is  submitted  through  TEAS  and  contains  all  of 
the  following: 

(1)  The  filing  date  and  serial  number  of  the  basic  application 
and/  or  the  registration  date  and  registration  number  of  the 
basic  registration; 

(2)  The  name  of  the  international  applicant  that  is  identical 
to  the  name  of  the  applicant  or  registrant  as  it  appears  in  the 
basic  application  or  basic  registration  and  applicant's  current 
address; 

(3)  A  reproduction  of  the  mark  that  is  the  same  as  the  mark 
in  the  basic  application  and/or  registration  and  meets  the 
requirements  of  §  2.52  of  this  chapter.  If  the  mark  in  the  basic 
application  and/or  registration  is  depicted  in  black  and  white 
and  the  basic  application  or  registration  does  not  include  a 
color  claim,  the  reproduction  of  the  mark  in  the  international 
application  must  be  black  and  white.  If  the  mark  in  the  basic 
application  or  registration  is  depicted  in  black  and  white  and 
includes  a  color  claim,  the  international  application  must 
include  both  a  black  and  white  reproduction  of  the  mark  and  a 
color  reproduction  of  the  mark.  If  the  mark  in  the  basic 
application  and/or  registration  is  depicted  in  color,  the  repro- 
duction of  the  mark  in  the  international  application  must  be  in 
color; 

(4)  A  color  claim  as  set  out  in  §  7.12,  if  appropriate; 


(5)  A  description  of  the  mark  that  is  the  same  as  the 
description  of  the  mark  in  the  basic  application  or  registration, 
as  appropriate; 

(6)  An  indication  of  the  type  of  mark  if  the  mark  in  the  basic 
apphcation  and/or  registration  is  a  three-dimensional  mark,  a 
sound  mark,  a  collective  mark  or  a  certification  mark; 

(7)  A  list  of  the  goods  and/or  services  that  is  identical  to  or 
narrower  than  the  list  of  goods  and/or  services  in  each  claimed 
basic  application  or  registration  and  classified  according  to  the 
Nice  Agreement  Concerning  the  International  Classification  of 
Goods  and  Services  for  the  Purposes  of  the  Registration  of 
Marks; 

(8)  A  list  of  the  designated  Contracting  Parties.  If  the  goods 
and/  or  services  in  the  international  application  are  not  the 
same  for  each  designated  Contracting  Party,  the  application 
must  list  the  goods  and/  or  services  in  the  international 
application  that  pertain  to  each  designated  Contracting  Party; 

(9)  The  certification  fee  required  by  §  7.6,  the  international 
application  fees  for  all  classes,  and  the  fees  for  all  designated 
Contracting  Parties  identified  in  the  international  application 
(see  §  7.7); 

(10)  A  statement  that  the  applicant  is  entitled  to  file  an 
international  application  in  the  Office,  specifying  that  appli- 
cant: Is  a  national  of  the  United  States;  has  a  domicile  in  the 
United  States;  or  has  a  real  and  effective  industrial  or  com- 
mercial establishment  in  the  United  States.  Where  an  appli- 
cant's address  is  not  in  the  United  States,  the  applicant  must 
provide  the  address  of  its  U.S.  domicile  or  establishment;  and 

(11)  An  e-mail  address  for  receipt  of  correspondence  from 
the  Office. 

(b)  For  requirements  for  certification,  see  §  7.13. 

§  7.12  Claim  of  color. 

(a)  If  color  is  claimed  as  a  feature  of  the  mark  in  the  basic 
application  and/or  registration,  the  international  application 
must  include  a  statement  that  color  is  claimed  as  a  feature  of 
the  mark  and  set  forth  the  same  name(s)  of  the  color(s)  claimed 
in  the  basic  application  and/or  registration. 

(b)  If  color  is  not  claimed  as  a  feature  of  the  mark  in  the 
basic  application  and/or  registration,  color  may  not  be  claimed 
as  a  feature  of  the  mark  in  the  international  application. 

§  7.13  Certification  of  international  application. 

(a)  When  an  international  application  contains  all  the 
elements  set  forth  in  §  7.11(a),  the  Office  will  certify  to  the 
International  Bureau  that  the  information  contained  in  the 
international  application  corresponds  to  the  information  con- 
tained in  the  basic  application(s)  and/or  basic  registration(s)  at 
the  time  of  certification,  and  will  then  forward  the  international 
application  to  the  International  Bureau. 

(b)  When  an  international  application  does  not  meet  the 
requirements  of  §  7. 1 1(a),  the  Office  will  not  certify  or  forward 
the  international  application.  If  the  international  applicant  paid 
the  international  application  fees  (see  §  7.7)  through  the  Office, 
the  Office  will  refund  the  international  fees.  The  Office  will  not 
refund  the  certification  fee. 

§  7.14  Correcting  irregularities  in  international  application. 

(a)  Response  period.  Upon  receipt  of  a  notice  of  irregulari- 
ties in  an  international  application  from  the  International 
Bureau,  the  applicant  must  respond  to  the  International  Bureau 
within  the  period  set  forth  in  the  notice. 

(b)  Classification  and  Identification  of  Goods  and  Services. 
Responses  to  International  Bureau  notices  of  irregularities  in 
the  classification  or  identification  of  goods  or  services  in  an 
international  application  must  be  submitted  through  the  Office 
for  forwarding  to  the  International  Bureau.  The  Office  will 
review  an  applicant's  response  to  a  notice  of  irregularities  in 
the  identification  of  goods  or  services  to  ensure  that  the 
response  does  not  identify  goods  or  services  that  are  broader 
than  the  scope  of  the  goods  or  services  in  the  basic  application 
or  registration. 

(c)  Fees.  If  the  International  Bureau  notice  of  irregularities 
requires  the  payment  of  fees,  the  fees  for  correcting  irregulari- 
ties in  the  international  application  must  be  paid  directly  to  the 
International  Bureau. 

(d)  Other  Irregularities  Requiring  Response  from  Applicant. 
Except  for  responses  to  irregularities  mentioned  in  paragraph 
(b)  of  this  section  and  payment  of  fees  for  correcting  irregu- 
larities mentioned  in  paragraph  (c)  of  this  section,  all  other 
responses  may  be  submitted  through  the  Office  in  accordance 
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with  §  7.14(e),  or  filed  directly  at  the  International  Bureau.  The 
Office  will  forward  timely  responses  to  the  International 
Bureau,  but  will  not  review  the  responses  or  respond  to  any 
irregularities  on  behalf  of  the  international  applicant. 

(e)  Procedure  for  response.  An  international  applicant  sub- 
mitting a  response  to  the  International  Bureau  through  the 
Office  must  use  TEAS.  To  be  considered  timely,  a  response 
must  be  received  by  the  International  Bureau  before  the  end  of 
the  response  period  set  forth  in  the  International  Bureau  notice. 
Receipt  in  the  Office  does  not  fulfill  this  requirement.  Any 
response  submitted  through  the  Office  for  forwarding  to  the 
International  Bureau  should  be  submitted  as  soon  as  possible, 
but  at  least  one  month  before  the  end  of  the  response  period  in 
the  International  Bureau's  notice.  The  Office  will  not  process 
any  response  submitted  to  the  Office  after  the  IB  response 
deadline. 


Subpart  C — Subsequent  Designation  Submitted  Through  the 
Office 


§  7.21  Subsequent  designation. 

(a)  A  subsequent  designation  may  be  filed  directly  with  the 
International  Bureau,  or,  if  it  meets  the  requirements  of 
paragraph  (b)  of  this  section,  submitted  tlirough  the  Office. 

(b)  The  date  of  receipt  in  the  Office  of  a  subsequent 
designation  is  the  date  that  the  subsequent  designation  is 
submitted  through  TEAS,  if  it  contains  all  of  the  following: 

(1)  The  international  registration  number; 

(2)  The  serial  number  of  the  U.S.  application  or  registration 
number  of  the  U.S.  registration  that  formed  the  basis  of  the 
international  registration; 

(3)  The  name  and  address  of  the  holder  of  the  international 
registration; 

(4)  A  statement  that  the  holder  is  entitled  to  file  a  subsequent 
designation  in  the  Office,  specifying  that  holder:  Is  a  national 
of  the  United  States;  has  a  domicile  in  the  United  States;  or  has 
a  real  and  effective  industrial  or  commercial  establishment  in 
the  United  States.  Where  a  holder's  address  is  not  in  the  United 
States,  the  holder  must  provide  the  address  of  its  U.S.  domicile 
or  establishment; 

(5)  A  fist  of  goods  and/or  services  that  is  identical  to  or 
narrower  than  the  list  of  goods  and/or  services  in  the  interna- 
tional registration; 

(6)  A  list  of  the  designated  Contracting  Parties.  If  the  goods 
and/  or  services  in  the  subsequent  designation  are  not  the  same 
for  each  designated  Contracting  Party,  the  holder  must  list  the 
goods  and/or  services  covered  by  the  subsequent  designation 
that  pertain  to  each  designated  Contracting  Party; 

(7)  The  U.S.  transmittal  fee  required  by  §  7.6  and  the 
subsequent  designation  fees  (see  §  7.7);  and 

(8)  An  e-mail  address  for  receipt  of  correspondence  from  the 
Office. 

(c)  If  the  subsequent  designation  is  accorded  a  date  of 
receipt,  the  Office  will  then  forward  the  subsequent  designation 
to  the  International  Bureau. 

(d)  If  the  subsequent  designation  fails  to  contain  all  the 
elements  set  forth  in  paragraph  (b)  of  this  section,  the  Office 
will  not  forward  the  subsequent  designation  to  the  Interna- 
tional Bureau.  The  Office  will  notify  the  holder  of  the 
reason(s).  If  the  holder  paid  the  subsequent  designation  fees 
(see  §  7.7)  through  the  Office,  the  Office  will  refund  the 
subsequent  designation  fees.  The  Office  will  not  refund  the 
transmittal  fee. 

(e)  Correspondence  to  correct  any  irregularities  in  a  subse- 
quent designation  must  be  made  directly  with  the  International 
Bureau. 

Subpart  D — Recording  Changes  to  International  Registration 

§  7.22  Recording  changes  to  international  registration. 

Except  as  provided  in  §§  7.23  and  7.24,  requests  to  record 
changes  to  an  international  registration  must  be  filed  with  the 
International  Bureau.  If  a  request  to  record  an  assignment  or 
restriction  of  a  holder's  right  of  disposal  of  an  international 
registration  or  the  release  of  such  a  restriction  meets  the 
requirements  of  §  7.23  or  7.24,  the  Office  will  forward  the 
request  to  the  International  Bureau.  Section  10  of  the  Act  and 
part  3  of  this  chapter  are  not  applicable  to  assignments  or 
restrictions  of  international  registrations. 


§  7.23  Requests  for  recording  assignments  at  the  International 
Bureau. 


A  request  to  record  an  assignment  of  an  international 
registration  may  be  submitted  through  the  Office  for  for\vard- 
ing  to  the  International  Bureau  only  if  the  assignee  cannot 
obtain  the  assignor's  signature  for  the  request  to  record  the 
assignment. 

(a)  A  request  to  record  an  assignment  submitted  through  the 
Office  must  include  all  of  the  following: 

(1)  The  international  registration  number; 

(2)  The  name  and  address  of  the  holder  of  the  international 
registration; 

(3)  The  name  and  address  of  the  assignee  of  the  international 
registration; 

(4)  A  statement  that  the  assignee:  Is  a  national  of  the  United 
States;  has  a  domicile  in  the  United  States;  or  has  a  real  and 
effective  industrial  or  commercial  establishment  in  the  United 
States.  Where  an  assignee's  address  is  not  in  the  United  States, 
the  assignee  must  provide  the  address  of  its  U.S.  domicile  or 
establishment; 

(5)  A  statement  that  the  assignee  could  not  obtain  the 
assignor's  signature  for  the  request  to  record  the  assignment; 

(6)  An  indication  that  the  assignment  applies  to  the  desig- 
nation to  the  United  States; 

(7)  A  statement  that  the  assignment  applies  to  all  the  goods 
and/or  services  in  the  international  registration,  or  if  less,  a  list 
of  the  goods  and/or  services  in  the  international  registration 
that  have  been  assigned  that  pertain  to  the  designation  to  the 
United  States;  and 

(8)  The  U.S.  transmittal  fee  required  by  §  7.6  and  the 
international  fee  required  to  record  the  assignment  (see  §  7.7). 

(b)  If  a  request  to  record  an  assignment  contains  all  the 
elements  set  forth  in  paragraph  (a)  of  this  section,  the  Office 
will  forward  the  request  to  the  International  Bureau.  Forward- 
ing the  request  to  the  International  Bureau  is  not  a  determina- 
tion by  the  Office  of  the  validity  of  the  assignment  or  the  effect 
that  the  assignment  has  on  the  title  of  the  international 
registration. 

(c)  If  the  request  fails  to  contain  all  the  elements  set  forth  in 
paragraph  (a)  of  this  section,  the  Office  will  not  forward  the 
request  to  the  International  Bureau.  The  Office  will  notify  the 
assignee(s)  of  the  reason(s).  If  the  assignee  paid  the  fees  to 
record  the  assignment  (see  §  7.7)  through  the  Office,  the  Office 
will  refund  the  recording  fee.  The  Office  will  not  refund  the 
transmittal  fee. 

(d)  Correspondence  to  correct  any  irregularities  in  a  request 
to  record  an  assignment  must  be  made  directly  with  the 
International  Bureau. 

§  7.24  Requests  to  record  security  interest  or  other  restriction 
of  holder's  rights  of  disposal  or  release  of  such  restriction 
submitted  through  the  Office. 

(a)  A  party  who  obtained  a  security  interest  or  other 
restriction  of  a  holder's  right  to  dispose  of  an  international 
registration,  or  the  release  of  such  a  restriction,  may  submit  a 
request  to  record  the  restriction  or  release  through  the  Office 
for  forwarding  to  the  International  Bureau  only  if: 

(1)  The  restriction  or  release: 

(i)  Is  the  result  of  a  court  order;  or 

(ii)  Is  the  result  of  an  agreement  between  the  holder  of  the 
international  registration  and  the  party  restricting  the  holder's 
right  of  disposal,  and  the  signature  of  the  holder  cannot  be 
obtained  for  the  request  to  record  the  restriction  or  release; 

(2)  The  party  who  obtained  the  restriction  is  a  national  of,  is 
domiciled  in,  or  has  a  real  and  effective  industrial  or  commer- 
cial establishment  in  the  United  States;  and 

(3)  The  restriction  or  release  applies  to  the  holder's  right  to 
dispose  of  the  international  registration  in  the  United  States. 

(b)  A  request  to  record  a  restriction  or  the  release  of  a 
restriction  must  be  submitted  by  the  party  who  obtained  the 
restriction  of  the  holder's  right  of  disposal  and  include  all  the 
following: 

(1)  The  international  registration  number; 

(2)  The  name  and  address  of  the  holder  of  the  international 
registration; 

(3)  The  name  and  address  of  the  party  who  obtained  the 
restriction; 

(4)  A  statement  that  the  party  who  submitted  the  request:  Is 
a  national  of  the  United  States;  has  a  domicile  in  the  United 
States;  or  has  a  real  and  effective  industrial  or  commercial 
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establishment  in  the  United  States.  Where  a  party's  address  is 
not  in  the  United  States,  the  party  must  provide  the  address  of 
its  U.S.  domicile  or  establishment; 

(5)  (i)  A  statement  that  the  restriction  is  the  result  of  a  court 
order,  or 

(ii)  Where  the  restriction  is  the  result  of  an  agreement 
between  the  holder  of  the  international  registration  and  the 
party  restricting  the  holder's  right  of  disposal,  a  statement  that 
the  signature  of  the  holder  of  the  international  registration 
could  not  be  obtained  for  the  request  to  record  the  restriction  or 
release  of  the  restriction; 

(6)  A  summary  of  the  main  facts  concerning  the  restriction; 

(7)  An  indication  that  the  restriction,  or  the  release  of  the 
restriction,  of  the  holder's  right  of  disposal  of  the  international 
registration  applies  to  the  designation  to  the  United  States;  and 

(8)  The  U.S.  transmittal  fee  required  by  §  7.6. 

(c)  If  a  request  to  record  a  restriction,  or  the  release  of  a 
restriction,  contains  all  the  elements  set  forth  in  paragraph  (b) 
of  this  section,  the  Office  will  forward  the  request  to  the 
International  Bureau.  Forwarding  the  request  to  the  Interna- 
tional Bureau  is  not  a  determination  by  the  Office  of  the 
validity  of  the  restriction,  or  its  release,  or  the  effect  that  the 
restriction  has  on  the  holder's  right  to  dispose  of  the  interna- 
tional registration. 

(d)  If  the  request  fails  to  contain  all  the  elements  set  forth  in 
paragraph  (b)  of  this  section,  the  Office  will  not  forward  the 
request.  The  Office  will  notify  the  party  who  submitted  the 
request  of  the  reason(s).  The  Office  will  not  refund  the 
transmittal  fee. 

(e)  Correspondence  to  correct  any  irregularities  in  a  request 
to  record  a  restriction  of  a  holder's  right  to  dispose  of  an 
international  registration  or  the  release  of  such  a  restriction 
must  be  made  directly  with  the  International  Bureau. 

Subpart  E — Extension  of  Protection  to  the  United  States 

§  7.25  Sections  of  part  2  appHcable  to  extension  of  protection. 

(a)  Except  for  §§  2.130-2.131,  2.160-2.166,  2.168,  2.172, 
2.173,  2.175,  and  2.181-2.186,  all  sections  in  part  2  and  all 
sections  of  part  10  of  this  chapter  apply  to  a  request  for 
extension  of  protection  of  an  international  registration  to  the 
United  States,  including  sections  related  to  proceedings  before 
the  Trademark  Trial  and  Appeal  Board,  unless  stated  other- 
wise. 

(b)  The  Office  will  refer  to  a  request  for  an  extension  of 
protection  to  the  United  States  as  an  application  under  section 
66(a)  of  the  Act,  and  references  to  applications  and  registra- 
tions in  part  2  of  this  chapter  include  extensions  of  protection 
to  the  United  States. 

(c)  Upon  registration  in  the  United  States  under  section  69 
of  the  Act,  an  extension  of  protection  to  the  United  States  is 
referred  to  as  a  registration,  a  registered  extension  of  protec- 
tion, or  a  section  66(a)  registration. 

§  7.26  Filing  date  of  extension  of  protection  for  purposes  of 
examination  in  the  Office. 

(a)  If  a  request  for  extension  of  protection  of  an  international 
registration  to  the  United  States  is  made  in  an  international 
application  and  the  request  includes  a  declaration  of  a  bona 
fideintention  to  use  the  mark  in  commerce  as  set  out  in  § 
2.33(e)  of  this  chapter,  the  filing  date  of  the  extension  of 
protection  to  the  United  States  is  the  international  registration 
date. 

(b)  If  a  request  for  extension  of  protection  of  an  international 
registration  to  the  United  States  is  made  in  a  subsequent 
designation  and  the  request  includes  a  declaration  of  a  bona 
fide  intention  to  use  the  mark  in  commerce  as  set  out  in  § 
2.33(e),  the  filing  date  of  the  extension  of  protection  to  the 
United  States  is  the  date  that  the  International  Bureau  records 
the  subsequent  designation. 

§  7.27  Priority  claim  of  extension  of  protection  for  purposes  of 
examination  in  the  Office. 

An  extension  of  protection  of  an  international  registration  to 
the  United  States  is  entitled  to  a  claim  of  priority  under  section 
67  of  the  Act  if: 

(a)  The  request  for  extension  of  protection  contains  a  claim 
of  priority; 

(b)  The  request  for  extension  of  protection  specifies  the 
filing  date,  serial  number  and  the  country  of  the  application 
that  forms  the  basis  for  the  claim  of  priority;  and 


(c)  The  date  of  the  international  registration  or  the  date  of 
recording  of  the  subsequent  designation  at  the  International 
Bureau  of  the  request  for  extension  of  protection  to  the  United 
States  is  not  later  than  six  months  after  the  filing  date  of  the 
application  that  forms  the  basis  for  the  claim  of  priority. 

§  7.28  Replacement  of  U.S.  registration  by  registered  exten- 
sion of  protection. 

(a)  A  registered  extension  of  protection  affords  the  same 
rights  as  those  afforded  to  a  previously  issued  U.S.  registration 
if: 

(1)  Both  registrations  are  owned  by  the  same  person  and 
identify  the  same  mark;  and 

(2)  All  the  goods  and/or  services  listed  in  the  U.S.  registra- 
tion are  also  listed  in  the  registered  extension  of  protection. 

(b)  The  holder  of  an  international  registration  with  a 
registered  extension  of  protection  to  the  United  States  that 
meets  the  requirements  of  paragraph  (a)  of  this  section  may  file 
a  request  to  note  replacement  of  the  U.S.  registration  with  the 
extension  of  protection.  If  the  request  contains  all  of  the 
following,  the  Office  will  take  note  of  the  replacement  in  its 
automated  records: 

(1)  The  serial  number  or  registration  number  of  the  exten- 
sion of  protection; 

(2)  The  registration  number  of  the  replaced  U.S.  registration; 
and 

(3)  The  fee  required  by  §  7.6. 

(c)  If  the  request  to  note  replacement  is  denied,  the  Office 
will  notify  the  holder  of  the  reason(s)  for  refusal. 

§  7.29  Effect  of  replacement  on  U.S.  registration. 

A  U.S.  registration  that  has  been  replaced  by  a  registered 
extension  of  protection  under  section  74  of  the  Act  and  §  7.28 
will  remain  in  force,  unless  cancelled,  expired  or  surrendered, 
as  long  as: 

(a)  The  owner  of  the  replaced  U.S.  registration  continues  to 
file  affidavits  or  declarations  of  use  in  commerce  or  excusable 
nonuse  under  section  8  of  the  Act;  and 

(b)  The  replaced  U.S.  registration  is  renewed  under  section 
9  of  the  Act. 

§  7.30  Effect  of  cancellation  or  expiration  of  international 
registration. 

When  the  International  Bureau  notifies  the  Office  of  the 
cancellation  or  expiration  of  an  international  registration,  in 
whole  or  in  part,  the  Office  shall  cancel,  in  whole  or  in  part,  the 
corresponding  pending  or  registered  extension  of  protection  to 
the  United  States.  The  date  of  cancellation  of  an  extension  of 
protection  or  relevant  part  shall  be  the  date  of  cancellation  or 
expiration  of  the  corresponding  international  registration  or 
relevant  part. 

§  7.31  Requirements  for  transformation  of  an  extension  of 
protection  to  the  United  States  into  a  U.S.  application. 

If  the  International  Bureau  cancels  an  international  registra- 
tion in  whole  or  in  part,  under  Article  6(4)  of  the  Madrid 
Protocol,  the  holder  of  that  international  registration  may  file  a 
request  to  transform  the  corresponding  pending  or  registered 
extension  of  protection  to  the  United  States  into  an  application 
under  section  1  or  44  of  the  Act. 

(a)  The  holder  of  the  international  registration  must  file  a 
request  for  transformation  through  TEAS  within  three  months 
of  the  date  of  cancellation  of  the  international  registration  and 
include: 

(1)  The  serial  number  or  registration  number  of  the  exten- 
sion of  protection  to  the  United  States; 

(2)  The  name  and  address  of  the  holder  of  the  international 
registration; 

(3)  The  appUcation  filing  fee  for  at  least  one  class  of  goods 
or  services  required  by  §  2.6(a)(1)  of  this  chapter;  and 

(4)  An  e-mail  address  for  receipt  of  correspondence  from  the 
Office. 

(b)  If  the  request  for  transformation  contains  all  the  elements 
set  forth  in  paragraph  (a)  of  this  section,  the  extension  of 
protection  shall  be  transformed  into  an  application  under 
section  1  and/or  44  of  the  Act  and  accorded  the  same  filing  date 
and  the  same  priority  that  was  accorded  to  the  extension  of 
protection. 
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(c)  The  application  under  section  1  and/or  44  of  the  Act  that 
results  from  a  transformed  extension  of  protection  will  be 
examined  under  part  2  of  this  chapter. 

(d)  A  request  for  transformation  that  fails  to  contain  all  the 
elements  set  forth  in  paragraph  (a)  of  this  section  will  not  be 
accepted. 

Subpart  F — Affidavit  Under  Section  7 1  of  the  Act  for  Exten- 
sion of  Protection  to  the  United  States 

§  7.36  Affidavit  or  declaration  of  use  in  commerce  or  excusable 
nonuse  required  to  avoid  cancellation  of  an  extension  of 
protection  to  the  United  States. 

(a)  Subject  to  the  provisions  of  section  71  of  the  Act,  a 
registered  extension  of  protection  shall  remain  in  force  for  the 
term  of  the  international  registration  upon  which  it  is  based 
unless  the  international  registration  expires  or  is  cancelled 
under  section  70  of  the  Act  due  to  cancellation  of  the 
international  registration  by  the  International  Bureau. 

(b)  During  the  following  time  periods,  the  holder  of  an 
international  registration  must  file  an  affidavit  or  declaration  of 
use  or  excusable  nonuse,  or  the  registered  extension  of 
protection  will  be  cancelled  under  section  71  of  the  Act: 

(1)  On  or  after  the  fifth  anniversary  and  no  later  than  the 
sixth  anniversary  after  the  date  of  registration  in  the  United 
States;  and 

(2)  Within  the  six-month  period  preceding  the  end  of  each 
ten-year  period  after  the  date  of  registration  in  the  United 
States,  or  the  three-month  grace  period  immediately  following, 
with  payment  of  the  grace  period  surcharge  required  by  section 
71(a)(2)(B)  of  the  Act  and  §  7.6. 

§  7.37  Requirements  for  a  complete  affidavit  or  declaration  of 
use  in  commerce  or  excusable  nonuse. 

A  complete  affidavit  or  declaration  under  section  7 1  of  the 
Act  must; 

(a)  Be  filed  by  the  holder  of  the  international  registration 
within  the  period  set  forth  in  §  7.36(b); 

(b)  Include  a  statement  that  is  signed  and  verified  (sworn  to) 
or  supported  by  a  declaration  under  §  2.20  of  this  chapter  by  a 
person  properly  authorized  to  sign  on  behalf  of  the  holder, 
attesting  to  the  use  in  commerce  or  excusable  nonuse  of  the 
mark  within  the  period  set  forth  in  section  7 1  of  the  Act.  The 
verified  statement  must  be  executed  on  or  after  the  beginning 
of  the  filing  period  specified  in  §  7.36(b).  A  person  who  is 
properly  authorized  to  sign  on  behalf  of  the  holder  is: 

(1)  A  person  with  legal  authority  to  bind  the  holder;  or 

(2)  A  person  with  firsthand  knowledge  of  the  facts  and  actual 
or  implied  authority  to  act  on  behalf  of  the  holder;  or 

(3)  An  attorney  as  defined  in  §  10.1(c)  of  this  chapter  who 
has  an  actual  written  or  verbal  power  of  attorney  or  an  implied 
power  of  attorney  from  the  holder. 

(c)  Include  the  U.S.  registration  number; 

(d)(1)  Include  the  fee  required  by  §  7.6  for  each  class  of 
goods  or  services  that  the  affidavit  or  declaration  covers; 

(2)  If  the  affidavit  or  declaration  is  filed  during  the  grace 
period  under  section  71(a)(2)(B)  of  the  Act,  include  the  grace 
period  surcharge  per  class  required  by  §  7.6; 

(3)  If  at  least  one  fee  is  submitted  for  a  multi-class 
registration,  but  the  class(es)  to  which  the  fee(s)  should  be 
applied  are  not  specified,  the  Office  will  issue  a  notice 
requiring  either  the  submission  of  additional  fee(s)  or  an 
indication  of  the  class(es)  to  which  the  original  fee(s)  should 
be  applied.  If  the  required  fee(s)  are  not  submitted  within  the 
time  period  set  out  in  the  Office  action  and  the  class(es)  to 
which  the  original  fee(s)  should  be  applied  are  not  specified, 
the  Office  will  presume  that  the  fee(s)  cover  the  classes  in 
ascending  order,  beginning  with  the  lowest  numbered  class; 

(e)(1)  Specify  the  goods  or  services  for  which  the  mark  is  in 
use  in  commerce,  and/or  the  goods  or  services  for  which 
excusable  nonuse  is  claimed  under  §  7.37(f)(2); 

(2)  Specify  the  goods  or  ser\'ices  being  deleted  from  the 
registration,  if  the  affidavit  or  declaration  covers  less  than  all 
the  goods  or  services  or  less  than  all  the  classes  in  the 
registration; 

(f)(1)  State  that  the  registered  mark  is  in  use  in  commerce  on 
or  in  connection  with  the  goods  or  services  in  the  registration; 
or 

(2)  If  the  registered  mark  is  not  in  use  in  commerce  on  or  in 
connection  with  all  the  goods  or  services  in  the  registration,  set 
forth  the  date  when  use  of  the  mark  in  commerce  stopped  and 
the  approximate  date  when  use  is  expected  to  resume  and 


recite  facts  to  show  that  nonuse  as  to  those  goods  or  services 
is  due  to  special  circumstances  that  excuse  the  nonuse  and  is 
not  due  to  an  intention  to  abandon  the  mark;  and 

(g)  Include  a  specimen  showing  current  use  of  the  mark  for 
each  class  of  goods  or  services,  unless  excusable  nonuse  is 
claimed  under  §  7.37(f)(2).  The  specimen  must  meet  the 
requirements  of  §  2.56  of  this  chapter. 

§  7.38  Notice  to  holder  of  extension  of  protection. 

The  registration  certificate  for  an  extension  of  protection  to 
the  United  States  includes  a  notice  of  the  requirement  for  filing 
the  affidavit  or  declaration  of  use  or  excusable  nonuse  under 
section  71  of  the  Act.  However,  the  affidavit  or  declaration 
must  be  filed  within  the  time  period  required  by  section  7 1  of 
the  Act  regardless  of  whether  this  notice  is  received. 

§  7.39  Acknowledgment  of  receipt  of  affidavit  or  declaration  of 
use  in  commerce  or  excusable  nonuse. 

(a)  The  Office  will  issue  a  notice  that  states  an  affidavit  or 
declaration  of  use  in  commerce  or  excusable  nonuse  is 
acceptable  or  if  the  affidavit  or  declaration  is  refused,  an  Office 
action  that  states  the  reason(s)  for  refusal. 

(b)  A  Response  to  a  refusal  under  paragraph  (a)  of  this 
section  must  be  filed  within  six  months  of  the  mailing  date  of 
the  Office  action,  or  before  the  end  of  the  filing  period  set  forth 
in  section  71(a)  of  the  Act,  whichever  is  later.  The  Office  will 
cancel  the  extension  of  protection  if  no  response  is  filed  within 
this  time  period. 

§  7.40  Petition  to  Director  to  review  refusal. 

(a)  A  response  to  the  examiner's  initial  refusal  to  accept  an 
affidavit  or  declaration  is  required  before  filing  a  petition  to  the 
Director,  unless  the  examiner  directs  otherwise.  See  §  7.39(b) 
for  the  deadline  for  responding  to  an  examiner's  Office  action. 

(b)  If  the  examiner  maintains  the  refusal  of  the  affidavit  or 
declaration,  the  holder  may  file  a  petition  to  the  Director  to 
review  the  examiner's  action.  The  petition  must  be  filed  within 
six  months  of  the  mailing  date  of  the  action  maintaining  the 
refusal,  or  the  Office  will  cancel  the  registration. 

(c)  A  decision  by  the  Director  is  necessary  before  filing  an 
appeal  or  commencing  a  civil  action  in  any  court. 

Subpart  G — Renewal  of  International  Registration  and  Exten- 
sion of  Protection 

§  7.41  Renewal  of  international  registration  and  extension  of 
protection. 

(a)  Any  request  to  renew  an  international  registration  and  its 
extension  of  protection  to  the  United  States  must  be  made  at 
the  International  Bureau  in  accordance  with  Article  7  of  the 
Madrid  Protocol. 

(b)  A  request  to  renew  an  international  registration  or 
extension  of  protection  to  the  United  States  submitted  through 
the  Office  will  not  be  processed. 
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Under  Secretary  of  Commerce  for 

Intellectual  Property  and 

Director  of  the  United  States  Patent 

and  Trademark  Office 
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SUMMARY:  The  United  States  Patent  and  Trademark  Office 
(Office)  proposes  to  amend  existing  regulations  and  add  new 
regulations  to  the  rules  of  practice  to  implement  the  Madrid 
Protocol  Implementation  Act  of  2002  (MPIA).  The  MPIA 
provides  that:  the  owner  of  a  U.S.  application  or  registration 
may  seek  protection  of  its  mark  in  any  of  the  57  countries  party 
to  the  Protocol  Relating  to  the  Madrid  Agreement  Concerning 
the  International  Registration  of  Marks  (Madrid  Protocol)  by 
submitting  a  single  international  application  through  the  Office 
to  the  International  Bureau  of  the  World  Intellectual  Property 
Organization  (IB);  and  the  owner  of  an  application  or  regis- 
tration in  a  country  party  to  the  Madrid  Protocol  may  obtain  an 
international  registration  from  the  IB  and  request  an  extension 
of  protection  of  its  mark  to  the  United  States. 

DATES:  Comments  must  be  received  by  May  27,  2003  to 
ensure  consideration.  A  public  hearing  will  be  held  at  10  a.m., 
Friday,  May  30,  2003,  in  the  Patent  Theater,  2121  Crystal 
Drive,  Room  200,  Arlington,  Virginia.  Submit  requests  to 
present  oral  testimony  on  or  before  May  20,  2003. 

ADDRESSES:  Submit  comments  by  electronic  mail  (e-mail) 
to:  madridrules.comments@uspto.gov.  Written  comments  may 
also  be  submitted  by  mail  or  hand  delivery  to:  Commissioner 
for  Trademarks,  2900  Crystal  Drive,  Arlington,  VA  22202, 
attention  Cheryl  L.  Black.  Copies  of  all  comments  will  be 
available  for  public  inspection  in  Suite  lOBlO,  South  Tower 
Building,  10th  floor,  2900  Crystal  Drive.  Arlington,  Virginia 
22202-3513,  from  8:30  a.m.  until  5  p.m.,  Monday  through 
Friday. 

FOR  FURTHER  INFORMATION  CONTACT:  Cheryl  L 
Black,  Office  of  the  Commissioner  for  Trademarks,  by  tele- 
phone at  (703)  308-8910,  extension  153,  by  e-mail  to 
cheryl.black@uspto.gov,  or  by  facsimile  at  (703)  872-  9292. 

SUPPLEMENTARY  INFORMATION:  The  Madrid  Proto 
col  Implementation  Act  of  2002,  Pub.  L.  107-273,  116  Stat. 
1758,  1913-1921  (MPIA)  amends  the  Trademark  Act  of  1946 
to  implement  the  provisions  of  the  Madrid  Protocol  in  the 
United  States.  The  Madrid  Protocol  provides  a  process  of  filing 
an  international  application  with  requests  for  extensions  of 
protection  to  any  of  the  57  member  countries  of  the  Protocol. 
The  MPIA  was  enacted  on  November  2,  2002,  and  becomes 
effective  on  November  2,  2003. 

The  Madrid  Protocol  and  the  Common  Regulations  Under 
the  Madrid  Agreement  and  the  Protocol  (Common  Regula- 
tions) are  available  online  at  http://frwebgate.access.gpo.gov/ 
cgi-bin/leaving.cgi?from=leavingFR.html&log= 
Iinklog&to=http://www.wipo.int/madrid/en/. 

References  below  to  "the  Act,"  "the  Trademark  Act,"  or  "the 
statute"  refer  to  the  Trademark  Act  of  1946,  15  U.S.C.  1051  et 
seq.,  as  amended  by  the  MPIA. 

Filings  under  Madrid  Protocol 

Background 

The  Madrid  Protocol  provides  a  system  for  obtaining  an 
international  registration.  The  IB  maintains  the  system  in 
accordance  with  the  guidelines  set  forth  in  the  Common 
Regulations.  To  apply  for  an  international  registration  under 
the  Protocol,  an  applicant  for  an  international  application  must 
be  a  national  of,  be  domiciled  in,  or  have  a  real  and  effective 
business  or  commercial  establishment  in  one  of  the  countries 
that  are  members  of  the  Protocol  (Contracting  Parties).  An 
international  applicant  can  submit  an  international  application 
only  on  the  basis  of  a  trademark  application  or  registration  in 
one  of  the  Contracting  Parties  (basic  application  or  basic 
registration).  The  international  application  must  be  for  the 
same  mark  and  include  a  list  of  goods  and/or  services  identical 
to  or  narrower  than  the  list  of  goods  and/or  services  in  the  basic 
application  or  registration.  The  international  application  must 
designate  one  or  more  Contracting  Parties  in  which  an  exten- 
sion of  protection  of  the  international  application  is  sought. 

The  international  application  must  be  submitted  through  the 
trademark  office  of  the  Contracting  Party  in  which  the  basic 
application  or  registration  is  held  (office  of  origin).  The  office 
of  origin  must  certify  that  the  information  in  the  international 
application  corresponds  with  the  information  in  the  basic 
application  or  registration,  and  transmit  the  international  ap- 
plication to  the  IB. 


The  IB  reviews  the  international  application  to  determine 
whether  the  Madrid  Protocol  filing  requirements  have  been 
met  and  the  required  fees  have  been  paid.  If  an  international 
application  is  unacceptable,  the  IB  will  notify  both  the  appli- 
cant and  the  office  of  origin  of  the  "irregularity."  If  the  Madrid 
Protocol  requirements  have  been  met  and  the  fees  have  been 
paid,  the  IB  will  immediately  register  the  mark,  pubhsh  the 
international  registration  in  the  WIPO  Gazette  of  International 
Marks,  send  a  certificate  to  the  holder,  and  notify  the  offices  of 
the  designated  Contracting  Parties  in  which  an  extension  of 
protection  of  the  international  registration  is  sought. 

The  holder  of  an  international  registration  may  designate 
additional  Contracting  Parties  in  a  subsequent  designation.  A 
subsequent  designation  is  a  request  by  the  holder  of  an 
international  registration  for  an  extension  of  protection  of  its 
international  registration  to  additional  Contracting  Parties. 
Each  Contracting  Party  designated  in  an  international  applica- 
tion or  in  a  subsequent  designation  will  examine  the  request  for 
extension  of  protection  as  a  national  appHcation  under  its  laws. 

Discussion  of  Specific  Rules  Changed  or  Added 

The  Office  proposes  to  add  new  rules  setting  forth  the 
requirements  for  subinitting  international  appUcations  and 
subsequent  designations  through  the  Office  for  forwarding  to 
the  IB.  The  Office  also  proposes  to  add  new  rules  for 
processing  requests  for  extension  of  protection  of  international 
registrations  designating  the  United  States. 

The  Office  proposes  to  add  rules  7.1,  7.3,  7.4,  7.6,  7.7,  7.11, 
7.12,  7.13,  7.14,  7.21,  7.22,  7.23.  7.24,  7.25,  7.26,  7.27,  7.28, 
7.29,  7.30,  7.31,  7.36,  7.37,  7.38,  7.39,  7.40,  and  7.41:  and 
designate  part  7  of  37  CFR  as  the  rules  of  practice  in  filings 
pursuant  to  the  Madrid  Protocol. 

Proposed  §  7.1  defines  certain  terms  used  in  this  part.  Terms 
defined  in  the  MPIA  are  not  included  in  the  list  of  definitions 
in  §7.1. 

Proposed  §  7.3  requires  that  correspondence  relating  to 
international  applications  and  registrations  be  in  English. 

Proposed  §  7.4  states  that  correspondence  submitted  elec- 
tronically will  be  accorded  the  date  and  time  the  complete 
transmission  is  received  in  the  Office  based  on  Eastern  Time. 


Fees 


The  Office  proposes  to  require  fees  for  processing  filings 
under  the  Madrid  Protocol.  Proposed  §  7.6  sets  forth  the  fees 
payable  to  the  Office  for  processing  correspondence  relating  to 
international  applications  and  registrations.  These  fees  must  be 
paid  in  U.S.  dollars  at  the  time  of  submission. 

The  Office  proposes  to  charge  a  fee:  (1)  For  reviewing  and 
certifying  an  international  application;  (2)  for  transmitting  a 
subsequent  designation;  (3)  for  transmitting  a  request  to  record 
an  assignment  or  restriction  of  a  holder's  right  of  disposal  of  an 
international  registration;  (4)  for  requesting  a  notice  of  replace- 
ment; and  (5)  for  filing  an  affidavit  of  use  in  commerce  or 
excusable  nonuse  for  a  mark  in  a  registered  extension  of 
protection  to  the  United  States. 

In  addition  to  the  fees  required  by  the  Office,  there  are 
international  fees  for  processing  international  applications  and 
registrations.  Proposed  §  7.7  sets  forth  the  international  fees 
payable  to  the  IB  in  connection  with  international  applications 
and  registrations,  and  the  requirements  and  procedures  for 
submitting  these  fees  through  the  Office.  A  schedule  of  the 
international  fees  is  posted  at  http://frwebgate.access.gpo.gov/ 
cgi-bin/leaving.cgi?from=leavingFR.html&log= 
linklog&to=http://www.wipo.int/madrid/en/.  The  international 
applicant  or  holder  may  pay  the  fees  directly  to  the  IB,  or  to  the 
IB  through  the  Office.  Fees  paid  direcdy  to  the  IB  must  be  paid 
in  Swiss  francs,  and  fees  paid  through  the  Office  must  be  paid 
in  U.S.  dollars.  The  fees  that  may  be  paid  through  the  Office 
are  listed  in  proposed  §  7.7(b). 

Under  proposed  §  7.7(c),  international  fees  paid  through  the 
Office  must  be  paid  in  U.S.  dollars  at  the  time  of  submission. 
To  pay  fees  directly  to  the  IB,  the  international  applicant  or 
holder  must  either:  (1)  Establish  an  account  with  the  IB  for 
debiting  fees,  and  set  forth  the  number  of  that  account  as  proof 
of  payment  in  its  submission  to  the  Office;  or  (2)  pay  the  fees 
to  the  IB  using  any  other  method  of  payment,  and  include  the 
IB  receipt  number  for  payment  of  the  fees  as  proof  of  payment 
in  its  submission  to  the  Office. 
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International  Applications  Originating  from  the  United 
States 


The  requirements  for  granting  a  date  of  receipt  to  an 
international  application  submitted  through  the  Office  are  set 
forth  in  proposed  §  7.11(a).  The  Office  proposes  to  require  the 
submission  of  an  international  application  through  the  Trade- 
mark Electronic  Application  System  (TEAS).  An  international 
application  must  identify  at  least  one  basic  application  or 
registration.  The  international  application  may  be  based  on 
more  than  one  basic  U.S.  apphcation  and/or  registration, 
provided  that  the  owner  and  the  mark  are  the  same  for  each 
basic  U.S.  application  or  registration. 

Under  section  61  of  the  Act,  and  proposed  §  7.11(a)(10),  the 
international  applicant  must  specify  that  applicant  is  a  national 
of,  is  domiciled  in,  or  has  a  real  and  effective  industrial  or 
commercial  establishment  in  the  United  States. 

Proposed  §  7.11(a)(3)  requires  a  reproduction  of  the  mark  in 
the  international  apphcation  that  is  identical  to  the  mark  in  the 
basic  application  or  registration  and  that  meets  the  drawing 
requirements  of  §  2.52.  If  the  mark  in  the  basic  application  or 
registration  is  depicted  in  black  and  white,  the  reproduction  of 
the  mark  in  the  international  application  must  be  black  and 
white.  If  the  mark  in  the  basic  apphcation  or  registration  is  in 
color,  the  mark  in  the  international  application  must  be  in 
color.  If  a  mark  for  which  there  is  a  claim  of  color  is  depicted 
in  black  and  white  in  the  basicapphcation  or  registration,  the 
international  application  must  include  both  a  black  and  white 
reproduction  of  the  mark  and  a  color  reproduction  of  the  mark. 

Under  proposed  §§  7.11(a)(4)  and  7.12,  if  color  is  claimed  as 
a  feature  of  the  mark,  the  same  color  claim  must  be  made  in  the 
international  apphcation.  If  color  is  not  claimed  as  a  feature  of 
the  mark  in  the  basic  application  or  registration,  the  interna- 
tional application  may  not  include  a  claim  of  color. 

Under  proposed  §  7.11(a)(6),  if  the  mark  in  the  basic 
application  or  registration  is  a  three-dimensional  mark,  sound 
mark,  collective  mark  or  certification  mark,  the  international 
apphcation  must  indicate  the  type  of  mark. 

Proposed  §  7.11(a)(7)  requires  a  Ust  of  goods  and/or  services 
in  the  international  apphcation  that  is  identical  to  or  narrower 
than  the  list  of  goods  and/or  services  in  the  basic  application  or 
registration,  and  is  classified  according  to  the  Nice  Agreement 
Concerning  the  International  Classification  of  Goods  and 
Services  for  the  Purposes  of  the  Registration  of  Marks.  The 
applicant  may  omit  goods  and/or  services  from  the  interna- 
tional application  as  long  as  the  omission  does  not  broaden  the 
scope  of  the  goods  or  services  identified  in  the  basic  applica- 
tion or  registration. 

Under  proposed  §  7.11(a)(8),  an  international  applicant  must 
designate  at  least  one  Contracting  Party  in  which  it  seeks  an 
extension  of  protection. 

Under  proposed  §  7.11(a)(9),  the  international  applicant 
must  pay  the  U.S.  certification  fee  and  the  fees  required  by  the 
IB  for  all  classes  and  all  designated  Contracting  Parties  at  the 
time  of  submission. 

Proposed  §  7.13  sets  forth  the  requirements  for  certifying 
and  forwarding  an  international  application  to  the  IB.  Under 
proposed  §  7.13(a),  if  an  international  application  meets  the 
requirements  of  proposed  §  7. 1 1(a),  the  Office  will  grant  a  date 
of  receipt  and  certify  that  the  information  contained  in  the 
international  application  corresponds  to  the  basic  application 
or  registration.  The  Office  will  forward  the  international 
application  electronically  to  the  IB. 

Proposed  §  7.13(b),  states  that  if  the  Office  cannot  certify 
that  the  information  contained  in  the  international  application 
corresponds  with  the  information  in  the  basic  application  or 
registration,  the  Office  will  notify  the  applicant  that  the 
international  application  cannot  be  certified.  Any  IB  fees 
submitted  through  the  Office  will  be  refunded;  however,  the 
Office  will  not  refund  the  certification  fee. 


Correcting  Irregularities  in  International  Application — 
Proposed  §  7.14 

The  IB  will  notify  both  the  international  applicant  and  the 
Office  of  any  irregularities  in  the  international  application.  The 
international  apphcant  is  responsible  for  correcting  the  irregu- 
larities before  the  end  of  the  response  period  set  forth  in  the 
IB's  notice  to  avoid  abandonment  of  the  international  apphca- 
tion. Under  rule  11  of  the  Common  Regulations,  there  are 
some  irregularities  that  must  be  corrected  through  the  Office 
and  some  that  must  be  corrected  directly  with  the  IB.  Proposed 


§  7.14  sets  forth  the  types  of  irregularities  that  must  be 
corrected  through  the  Oflice  and  the  procedures  for  responding 
to  these  irregularities  through  the  Office. 

Under  proposed  §  7.14(d),  the  Office  would  require  that 
applicants  use  TEAS  to  correct  irregularities  through  the 
Office.  To  assist  the  Office  in  its  efforts  to  timely  transmit  the 
response  or  fee  to  the  IB,  apphcants  should  submit  theu" 
responses  or  fee  as  early  as  possible,  at  least  one  month  prior 
to  the  end  of  the  IB's  response  period.  Irregularities  in 
Classification  and  Identification  of  Goods/Services 

Rules  12  and  13  of  the  Common  Regulations  provide  that 
the  IB  will  not  consider  a  response  to  irregularities  in  classi- 
fication and  identification  of  goods  and/or  services  that  is  not 
submitted  through  the  office  of  origin.  Proposed  §  7.14(b) 
provides  that  an  international  applicant  must  respond  to 
irregularities  in  classification  and  identification  of  goods 
and/or  services  through  the  Office.  The  Office  will  forward  an 
applicant's  response  to  the  IB;  however,  the  Office  will  not 
review  the  response  or  respond  to  an  irregularity  on  behalf  of 
an  applicant. 

Additional  Fees  for  Correcting  Irregularities  in  an  International 
Application 

The  IB  may  require  an  international  applicant  to  pay 
additional  fees  as  a  result  of  irregularities  in  the  classification 
of  goods  or  services,  or  because  the  international  fees  submit- 
ted with  the  apphcation  were  insufficient.  Under  proposed  § 
7.14(c),  the  apphcant  may  pay  the  additional  fees  directly  to 
the  IB  or  through  the  Office.  The  international  applicant  must 
correct  the  fee  irregularities  before  the  end  of  the  response 
period  set  forth  in  the  IB's  notice,  or  the  international  appli- 
cation will  abandon  at  the  IB.  Under  proposed  §  7.14(d),  if  the 
international  applicant  is  paying  the  additional  fees  through  the 
Office,  the  fees  must  be  paid  through  TEAS  and  should  be 
submitted  at  least  one  month  before  the  end  of  the  IB's 
response  period. 

Other  Irregularities 

Under  proposed  §  7.14(e),  all  other  irregularities  in  the 
international  application  must  be  corrected  directly  at  the  IB. 
Failure  to  correct  certain  irregularities  by  the  end  of  the  IB's 
response  period  will  result  in  the  abandonment  of  the  interna- 
tional application. 

Subsequent  Designations — Proposed  §  7.21 

Section  64  of  the  Act  and  proposed  §  7.21  permit  the  holder 
of  an  international  registration  to  submit  a  subsequent  desig- 
nation through  the  Office,  if  the  holder  is  a  national  of,  is 
domiciled  in,  or  has  a  real  and  effective  industrial  or  commer- 
cial establishment  in  the  United  States.  The  holder  also  has  the 
option  of  filing  the  subsequent  designation  directly  with  the  IB. 

Under  proposed  §  7.21,  if  the  subsequent  designation  is 
submitted  through  the  Office,  it  must  be  submitted  through 
TEAS  and  include  the  international  registration  number,  the 
name  and  address  of  the  holder  of  the  international  registration, 
one  or  more  Contracting  Parties  in  which  an  extension  of 
protection  is  sought,  and  a  list  of  goods  and/or  services  that  is 
identical  to  or  narrower  than  the  goods  and/or  services  listed  in 
the  international  registration.  The  holder  can  omit  goods  and/or 
services  listed  in  the  international  registration  as  long  as  the 
omission  does  not  broaden  the  scope  of  the  goods  or  services 
identified  in  the  international  registration.  The  holder  must 
include  the  transmittal  fee  and  all  subsequent  designation  fees 
required  by  the  IB  at  the  time  of  submission.  The  Office  is  not 
required  to  certify  the  subsequent  designation. 

The  IB  will  review  the  subsequent  designation  for  complete- 
ness before  forwarding  the  request  for  extension  of  protection 
to  the  designated  Contracting  Parties.  If  there  are  any  irregu- 
larities in  the  subsequent  designation,  the  IB  will  notify  both 
the  holder  and  the  Office.  The  holder  must  file  any  responses  to 
the  notice  directly  with  the  IB.  The  Office  will  not  forward  any 
responses  to  irregularities  in  a  subsequent  designation  to  the 
IB,  even  if  the  subsequent  designation  was  submitted  through 
the  Office. 

Recording  Changes  to  International  Registration 

Most  changes  to  international  registrations  can  be  recorded 
directly  with  the  IB.  Proposed  §  7.22(a)  requires  that  all 
requests  to  record  changes  to  an  international  registration  be 
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filed  at  the  IB,  except  in  the  limited  circumstances  in  which 
they  must  be  submitted  through  the  Office,  as  set  forth  in 
proposed  §§  7.23  and  7.24. 

Proposed  §  7.22(b)  provides  that  assignments  or  restrictions 
of  a  holder's  rights  of  disposal  of  an  international  registration 
must  be  recorded  by  the  IB,  and  that  section  10  of  the  Act  and 
part  3  of  this  chapter  are  not  applicable  to  such  assignments  or 
restrictions. 

Proposed  §  7.22(c)  provides  that  when  the  Office  is  notified 
by  the  IB  of  an  assignment  or  restriction  of  a  holder's  right  to 
dispose  of  an  international  registration  with  an  extension  of 
protection  to  the  United  States,  the  Office  will  take  note  of  the 
assignment  or  restriction  in  its  records.  The  Assignment 
Services  Division  of  the  Office  will  record  only  assignments 
and  restrictions  of  extensions  of  protection  to  the  United  States 
that  have  been  recorded  at  the  IB. 

Proposed  §  7.23  sets  forth  the  limited  circumstances  in 
which  a  request  to  record  an  assignment  of  an  international 
registration  may  be  submitted  through  the  Office,  and  the 
requirements  for  submitting  these  requests.  Under  proposed  § 
7.23,  the  Office  will  forward  a  request  to  record  an  assignment 
of  an  international  registration  to  the  IB  only  if:  (1)  The  request 
is  submitted  by  an  assignee  who  is  a  national  of,  is  domiciled 
in  or  has  a  real  and  effective  commercial  or  industrial  estab- 
lishment in  the  U.S.;  and  (2)  the  assignee  cannot  obtain  the 
assignor's  signature  for  the  request  to  record  the  assignment. 

Proposed  §  7.24  sets  forth  the  limited  circumstances  in 
which  a  request  to  record  a  restriction  of  a  holder's  right  to 
dispose  of  an  international  registration  may  be  submitted 
through  the  Office,  and  the  requirements  for  submitting  these 
requests.  Under  proposed  §  7.24,  the  Office  will  forward  a 
request  to  record  a  restriction  of  a  holder's  right  of  disposal  of 
an  international  registration  (usually  a  security  interest)  only  if: 
(1)  The  restriction  is  the  result  of  an  agreement  between  the 
holder  of  the  international  registration  and  the  party  restricting 
the  holder's  right  of  disposal;  (2)  the  party  holding  the 
restriction  is  a  national  of,  is  domiciled  in  or  has  a  real  and 
effective  commercial  or  industrial  establishment  in  the  U.S.; 
and  (3)  the  signature  of  the  holder  of  the  international 
registration  cannot  be  obtained  for  the  request  to  record  the 
restriction.  The  Office  proposes  to  charge  a  fee  for  transmitting 
a  request  to  record  an  assignment  or  restriction  to  the  IB. 

Requests  for  Extension  of  Protection  to  the  United  States 

Under  section  65  of  the  Act,  the  holder  of  an  international 
registration  may  request  an  extension  of  protection  of  the 
international  registration  to  the  United  States,  provided  the 
international  registration  is  not  based  on  a  U.S.  basic  applica- 
tion or  registration. 

The  holder  may  make  a  request  for  extension  of  protection 
to  the  United  States  either  in  the  international  application  or  in 
a  subsequent  designation  filed  with  the  IB.  Section  66(a)  of  the 
Act  requires  that  a  request  for  extension  of  protection  to  the 
United  States  include  a  declaration  of  bona  fide  intention  to  use 
the  mark  in  commerce.  The  IB  will  certify  that  the  request  for 
extension  of  protection  contains  a  declaration  of  bona  fide 
intention  to  use  the  mark  in  commerce  when  it  forwards  the 
request  to  the  Office.  The  declaration  will  remain  as  part  of  the 
international  registration  on  file  at  the  IB. 

The  IB  will  forward  the  request  for  extension  of  protection 
to  the  Office  electronically.  The  holder  cannot  file  a  request  for 
extension  of  protection  to  the  United  States  directly  with  the 
Office. 

Proposed  §  7.25  provides  that  for  purposes  of  examination 
and  opposition,  a  request  for  an  extension  of  protection  to  the 
United  States  will  be  treated  as  an  application  for  registration 
based  on  an  extension  of  protection  of  an  international  regis- 
tration under  section  66(a)  of  the  Act;  and  that  references  to 
"applications"  and  "registrations"  in  part  2  of  this  chapter 
include  extensions  of  protection  to  the  United  States.  With  the 
exception  of  §§  2.130-2.131,  2.160-2.166,  2.168  and  2.1 81- 
2.186,  all  the  sections  in  part  2  apply  to  a  request  for  extension 
of  protection  to  the  United  States. 

Under  proposed  §  7.26,  the  filing  date  of  a  request  for 
extension  of  protection  to  the  United  States  for  purposes  of 
examination  in  the  Office  is:  (1)  The  international  registration 
date,  if  the  request  for  extension  of  protection  to  the  United 
States  was  made  in  the  international  application,  or  (2)  the  date 
the  IB  recorded  the  subsequent  designation,  if  the  request  for 
extension  of  protection  to  the  United  States  was  made  in  a 
subsequent  designation.  Under  section  66(b)  of  the  Act,  the 
filing  date  of  the  extension  of  protection  will  be  considered  the 
date  of  constructive  notice  pursuant  to  section  7(c)  of  the  Act. 


Under  section  67  of  the  Act  and  proposed  §  7.27,  the  holder 
of  an  international  registration  may  claim  priority  under  Article 
4  of  the  Paris  Convention  for  the  Protection  of  Industrial 
Property  if:  (1)  the  request  for  an  extension  of  protection 
contains  a  claim  of  priority;  and  (2)  the  international  registra- 
tion date  or  the  date  of  recordal  of  the  subsequent  designation 
requesting  an  extension  of  protection  to  the  United  States  is  no 
later  than  6  months  after  the  filing  date  of  the  application  that 
formed  the  basis  of  the  claim  of  priority. 

Replacement 

Under  section  74  of  the  Act  and  proposed  §  7.28(a),  a 
registered  extension  of  protection  to  the  United  States  has  the 
same  rights  as  a  previously  issued  U.S.  registration  if:  (1)  both 
registrations  are  owned  by  the  same  person  and  identify  the 
same  mark;  and  (2)  the  goods/services  in  the  previously  issued 
U.S.  registration  are  covered  by  the  registered  extension  of 
protection.  Under  proposed  §  7.28(b),  the  holder  of  a  pending 
or  registered  extension  of  protection  may  request  that  the 
Office  note  in  its  records  replacement  of  the  earlier  U.S. 
registration  by  the  extension  of  protection.  The  Office  proposes 
to  require  a  fee  to  note  replacement. 

Under  proposed  §  7.29,  the  replaced  U.S.  registration  will 
remain  in  force,  unless  cancelled,  expired  or  surrendered,  as 
long  as  the  owner  files  affidavits  or  declarations  of  use  or 
excusable  nonuse  under  section  8  of  the  Act  and  renews  the 
registration  under  section  9  of  the  Act. 

EfiTect  of  Cancellation  or  Expiration  of  International  Reg- 
istration on  Extension  of  Protection 

Under  section  70  of  the  Act  and  proposed  §  7.30,  the  Office 
will  cancel  a  pending  or  registered  extension  of  protection  to 
the  United  States  if  the  IB  notifies  the  Office  of  the  cancellation 
or  expiration  of  the  corresponding  international  registration,  in 
whole  or  in  part. 

Transformation 

Under  section  70(c)  of  the  Act  and  proposed  §  7.31(a),  if  an 
international  registration  is  cancelled  by  the  IB  at  the  request 
of  the  office  of  origin  under  Article  6(4)  of  the  Madrid  Protocol 
(due  to  the  cancellation  or  expiration  of  the  basic  application  or 
registration),  the  holder  of  the  international  registration  may 
file  a  request  to  transform  the  corresponding  extension  of 
protection  to  the  United  States  into  an  application  under 
section  1  or  44  of  the  Act.  The  requirements  for  transformation 
are  set  forth  in  proposed  §  7.31(b). 

The  holder  of  an  international  registration  must  file  the 
request  for  transformation  through  TEAS  within  3  months  of 
the  cancellation  date  of  the  international  registration.  The 
request  must  include  an  application  fifing  fee  for  at  least  one 
class  of  goods  and/or  services. 

Under  proposed  §  7.31(c),  if  a  request  for  transformation 
contains  all  the  elements  in  §  7.31(b),  the  cancelled  extension 
of  protection  to  the  United  States  will  be  transformed  into  an 
application  under  section  1  or  44  of  the  Act.  The  appfication 
will  be  accorded  the  same  filing  date  and  same  priority  (if  any) 
as  the  cancelled  extension  of  protection  to  the  United  States. 
The  application  resulting  from  the  transformation  will  be 
examined  as  a  new  application  under  part  2  and,  if  approved 
for  publication,  published  for  opposition.  The  application  must 
meet  all  the  requirements  of  the  Act  and  rules  for  an  applica- 
tion under  section  1  or  section  44  of  the  Act. 

Under  proposed  §  7.31(e),  if  the  holder  does  not  meet  the 
requirements  of  §  7.31(b),  the  Office  will  not  process  the 
request  for  transformation. 

Maintaining  an  Extension  of  Protection  to  the  United 
States 

Section  71  of  the  Act  and  proposed  §  7.36  require  a  holder 
of  an  international  registration  with  a  registered  extension  of 
protection  to  the  United  States  to  file  an  affidavit  or  declaration 
of  use  in  commerce  or  excusable  nonuse  during  the  following 
time  periods:  (1)  between  the  fifth  and  sixth  year  after 
registration;  and  (2)  within  the  six-month  period  before  the  end 
of  every  ten-year  period  after  the  date  of  registration,  or  upon 
payment  of  a  grace  period  surcharge,  within  the  three-month 
grace  period  immediately  following. 

Under  proposed  §  7.41,  renewal  of  an  international  regis- 
tration must  be  made  directly  with  the  IB.  A  request  for 
renewal  of  an  international  registration  cannot  be  submitted 
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through  the  Office.  Renewal  of  international  registrations  is 
governed  by  Article  7  of  the  Madrid  Protocol  and  Rules  29-3 1 
of  the  Common  Regulations.  The  term  of  an  international 
registration  is  ten  years,  and  it  may  be  renewed  for  ten  years 
upon  payment  of  the  renewal  fee. 

Amendment  to  Part  2  Rules 

If  an  international  registration  is  not  renewed,  the  registra- 
tion will  lapse,  and  the  IB  will  notify  the  Office.  Pursuant  to 
section  70(b)  of  the  Act,  the  Office  will  cancel  the  extension  of 
protection  to  the  United  States. 

There  is  no  requirement  in  the  MPLA  that  the  holder  of  a 
registered  extension  of  protection  to  the  United  States  renew 
the  extension  of  protection  in  the  Office  under  section  9  of  the 
Act. 

In  addition  to  the  new  rules  added  as  part  7  of  37  CFR,  the 
Office  proposes  to  amend  rules  and  add  new  rules  to  part  2  of 
37  CFR  to  bring  the  rules  of  practice  in  trademark  cases  into 
conformance  with  the  MPIA  and  to  set  forth  the  requirements 
for  examination  of,  registration  of  and  proceedings  before  the 
Trademark  Trial  and  Appeal  Board  relating  to  extensions  of 
protection  to  the  United  States. 

The  Office  proposes  to  amend  rules  2.2,  2.11,  2.17,  2.18, 
2.19,  2.21,  2.33,  2.34,  2.35,  2.37,  2.47,  2.51,  2.52,  2.65,  2.66, 
2.72,  2.73,  2.75,  2.84,  2.101,  2.102,  2.104,  2.105,  2.107,  2.111, 
2.112,  2.113,  2.118,  2.123,  2.127,  2.128,  2.130,  2.131,  2.142, 
2.145,  2.146,  2.151,  and  2.171;  and  to  add  rules  2.53,  2.54,  and 
2.126. 

The  Office  proposes  to  amend  §  2.2  to  add  definitions  of 
"ESTTA"  (Electronic  System  for  Trademark  Trials  and  Ap- 
peals), "international  application,"  and  "Office." 

The  Office  proposes  to  revise  §  2.11  and  its  heading  to 
indicate  that  representation  before  the  Office  is  governed  by  § 
10.14  of  this  chapter.  It  is  redundant  to  have  provisions 
governing  representation  before  the  Office  in  both  parts  2  and 
10. 

The  Office  proposes  to  reword  §  2.17(b)  and  to  add  a 
reference  to  §  10.14(b). 

The  Office  proposes  to  amend  §  2.18  to  clarify  procedures 
for  estabUshing  a  correspondence  address  in  trademark  cases. 
The  proposed  amendment  does  not  change  current  practice. 

The  Office  proposes  to  amend  §  2.19(a)  to  clarify  procedures 
for  sending  correspondence  after  a  power  of  attorney  is 
revoked,  and  to  amend  §  2. 19(b)  to  indicate  that  the  procedures 
for  permissive  withdrawal  of  an  attorney  are  governed  by  § 
10.40. 

The  Office  proposes  to  amend  §  2.21(a)  to  indicate  that  § 
2.21  sets  forth  the  minimum  fiUng  requirements  only  for 
applications  under  sections  1  and  44  of  the  Act.  The  filing  date 
of  an  appUcation  under  section  66(a)  of  the  Act  is  governed  by 
section  66(b)  of  the  Act  and  proposed  §  7.26. 

The  Office  proposes  to  amend  §  2.33  by  adding  a  new 
paragraph  (e),  stating  that  in  an  application  under  section  66(a) 
of  the  Act,  the  verified  statement  is  part  of  the  international 
registration  on  file  at  the  IB. 

The  Office  proposes  to  remove  §§  2.34(a)(l)(v), 
2.34(a)(2)(ii),  2.34(a)(3)(iv)  and  2.34(a)(4)(iv),  which  state 
that  an  application  may  list  more  than  one  item  of  goods  or 
more  than  one  service,  provided  that  the  applicant  has  used  or 
has  a  bona  fide  intention  to  use  the  mark  in  commerce  on  or  in 
connection  with  all  the  specified  goods  or  services.  This  is 
stated  in  §§  2.32(a)(6),  2.33(b)(1)  and  2.33(b)(2),  and  it  is 
unnecessary  to  repeat  it  in  §  2.34. 

The  Office  proposes  to  amend  §  2.34(a)(4)(i)(A)  to  require 
that  an  application  based  on  section  44(d)  of  the  Act  specify 
the  serial  number  of  the  foreign  application.  This  incorporates 
a  requirement  of  Article  4(D)(5)  of  the  Paris  Convention,  and 
codifies  current  practice,  as  stated  in  Trademark  Manual  of 
Examining  Procedure  (TMEP)  §  1003. 

The  Office  proposes  to  add  a  new  §  2.34(a)(5),  setting  forth 
a  request  for  extension  of  protection  of  an  international 
registration  under  section  66(a)  of  the  Act  as  a  fifth  basis  for 
filing  a  trademark  application. 

The  Office  proposes  to  revise  §  2.34(b)  to  provide  that  more 
than  one  basis  can  be  claimed  only  in  an  application  under 
section  1  or  44  of  the  Act,  and  that  a  basis  under  section  66(a) 
of  the  Act  cannot  be  combined  with  any  other  basis. 

The  Office  proposes  to  revise  §  2.35(a)  to  state  that  in  an 
application  under  section  66(a)  of  the  Act,  the  applicant  may 
not  add,  substitute  or  delete  a  basis,  unless  the  applicant  meets 
the  requirements  for  transformation  under  section  70(c)  of  the 
Act  and  proposed  §  7.31. 


The  Office  proposes  to  revise  §  2.35(b)  to  set  forth  the 
requirements  for  adding,  substituting  or  deleting  a  basis  in  an 
application  under  section  1  or  section  44  of  the  Act.  This  is 
consistent  with  current  §§  2.35(a)  and  2.35(b). 

The  Office  proposes  to  redesignate  §§  2.35(c)  through 
2.35(h)  as  §§  2.35(b)(3)  through  2.35(b)(8). 

The  Office  proposes  to  add  a  new  §  2.37(b),  requiring  that  if 
a  mark  has  color,  the  applicant  must  identify  the  color(s)  and 
describe  where  they  appear  on  the  mark.  This  is  consistent  with 
the  requirements  for  international  applications  under  the 
Madrid  Protocol. 

The  Office  proposes  to  amend  §  2.47  to  indicate  that  an 
application  under  section  66(a)  of  the  Act  is  not  eligible  for 
registration  on  the  Supplemental  Register.  Section  68(a)(4)  of 
the  Act  provides  that  registration  of  an  extension  of  protection 
of  an  international  registration  shall  be  refused  to  any  mark  not 
eligible  for  registration  on  the  Principal  Register. 

The  Office  proposes  to  reword  §  2.51(d)  to  simplify  the  rule 
and  to  add  a  provision  that,  in  an  application  under  section 
66(a)  of  the  Act,  the  drawing  of  the  mark  must  be  a  substan- 
tially exact  representation  of  the  mark  that  appears  in  the 
international  registration. 

The  Office  proposes  to  revise  §  2.52  to  clarify  the  types  of 
drawings  and  format  for  drawings.  There  are  two  types  of 
drawings:  (1)  Standard  character  (typed)  drawings;  and  (2) 
special  form  drawings.  Currently  the  rules  refer  to  a  standard 
character  drawing  as  a  "typed  drawing."  The  Office  proposes  to 
use  the  term  "standard  character"  because  this  is  the  term  used 
for  international  appUcations  under  the  Madrid  Protocol. 
Proposed  §  2.52(a)  sets  forth  the  requirements  for  a  standard 
character  drawing,  and  proposed  §  2.52(b)  sets  forth  the 
requirements  for  a  special  form  drawing.  Additional  require- 
ments for  drawings  filed  through  TEAS  are  set  forth  in 
proposed  §  2.53,  and  additional  requirements  for  paper  draw- 
ings are  set  forth  in  proposed  §  2.54. 

Proposed  §  2.52(b)(1)  requires  that  if  color  is  claimed  as  a 
feature  of  the  mark  or  if  the  mark  consists  only  of  color,  the 
drawing  must  show  the  mark  in  color.  Currently,  the  Office 
does  not  accept  color  drawings.  Under  current  rules,  to  show 
color  in  a  mark,  an  applicant  must  submit  a  black  and  white 
drawing,  with  a  statement  identifying  the  color(s)  and  describ- 
ing where  they  appear  in  the  mark.  Alternatively,  an  applicant 
may  show  color  by  using  the  Uning  chart  set  forth  in  TMEP  § 
807.09(b). 

Effective  November  2,  2003,  the  Office  will  accept  color 
drawings,  and  will  require  that  applicants  whose  marks  com- 
prise color  submit  a  drawing  that  shows  color.  The  Office  will 
no  longer  accept  black  and  white  drawings  with  a  color  claim, 
or  drawings  that  are  "lined  for  color." 

Proposed  §  2.52(b)(1)  requires  that  an  applicant  submit  a 
black  and  white  drawing  if  color  is  not  claimed  as  a  feature  of 
the  mark.  This  is  consistent  with  the  requirements  for  interna- 
tional applications  under  the  Madrid  Protocol. 

Proposed  §  2.52(b)(1)  further  requires  that  applicant  name 
the  color(s)  and  describe  where  they  appear  on  the  mark. 

The  proposed  rule  does  not  prohibit  the  use  of  gray  tones. 
The  Office  will  process  drawings  with  gray  tones  as  black  and 
white  drawings  unless  the  application  includes  a  statement  that 
applicant  is  claiming  the  color  gray.  Thus,  an  appUcant  must 
submit  a  color  claim  if  applicant  wants  to  show  gray  in  the 
mark. 

The  Office  proposes  to  add  §  2.53,  setting  forth  the  require- 
ments for  a  drawing  filed  through  TEAS.  Proposed  §  2.53(b) 
requires  that  appUcant  attach  a  digitized  image  of  the  mark  to 
the  electronic  submission.  The  image  must  be  no  larger  than 
3.15  inches  (8  cm)  high  by  3.15  inches  (8  cm)  wide;  must  be 
in  .jpg  format;  and  must  be  scanned  at  no  less  than  250  and  no 
more  than  350  dots  per  inch.  The  image  that  is  scanned  must 
be  made  with  a  pen  or  by  a  process  that  will  provide  high 
definition  when  copied.  These  requirements  are  necessary  to 
ensure  that  the  Office  database  contains  a  clear  and  accurate 
reproduction  of  the  mark.  The  8  cm  by  8  cm  size  requirement 
is  consistent  with  the  size  requirement  for  an  international 
application. 

The  Office  proposes  to  add  §  2.54,  setting  forth  the  require- 
ments for  a  paper  drawing.  These  requirements  are  necessary 
to  ensure  that  the  Office  receives  an  image  that  can  be  scanned 
into  its  database  without  losing  clarity. 

The  Office  proposes  to  amend  §  2.65  to  add  a  new  paragraph 
(d),  stating  that,  if  a  refusal  or  requirement  is  expressly  Umited 
to  only  certain  goods/services  and  the  applicant  fails  to  file  a 
complete  response  to  the  refusal  or  requirement,  the  appUca- 
tion shall  be  abandoned  only  as  to  those  particular  goods/ 
services.  This  is  a  change  in  practice.  Currently,  failure  to 
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respond  to  a  refusal  that  pertains  to  fewer  than  all  the  goods 
and  services,  or  fewer  than  all  the  classes,  in  an  application 
will  result  in  abandonment  of  the  entire  application.  See  TMEP 
§  1403.05.  This  change  will  result  in  fewer  abandonments  and 
comports  with  sections  68(c)  and  69(a)  of  the  Act,  which 
provide  that  an  application  under  section  66(a)  of  the  Act  is 
automatically  protected  with  respect  to  any  goods  or  services 
for  which  the  Office  has  not  timely  notified  the  IB  of  a  refusal. 

The  Office  proposes  to  amend  §  2.66(a)  to  require  that  a 
petition  to  revive  an  abandoned  application  based  on  uninten- 
tional delay  be  filed  within  two  months  of  the  mailing  date  of 
the  notice  of  abandonment.  The  Office  proposes  to  remove  § 
2.66(a)(2),  which  provides  that  such  a  petition  may  be  filed 
within  two  months  of  actual  knowledge  of  the  abandonment  if 
the  applicant  did  not  receive  the  notice  of  abandonment  and  the 
applicant  was  diligent  in  checking  the  status  of  the  application. 

Effective  October  30,  1999,  the  standard  for  reviving  aban- 
doned applications  was  changed  from  "unavoidable  delay"  to 
"unintentional  delay."  See  notices  at  64  FR  48900  (Sept.  8, 
1999)  and  1226  TMOG  103  (Sept.  28,  1999).  Since  that  time, 
there  has  been  a  substantial  increase  in  the  number  of  petitions 
to  revive  filed  in  the  Office.  Third  parties  may  be  harmed  by  the 
revival  of  a  pending  application  many  months  after  its  aban- 
donment and  removal  from  the  Office  database.  For  example, 
a  third  party  may  have  searched  the  Office  database  and 
commenced  using  a  mark  because  the  search  showed  no 
earlier-filed  conflicting  marks.  Or  an  examining  attorney  may 
have  searched  the  Office  database  and  approved  a  later-filed 
application  for  a  conflicting  mark  because  the  database  indi- 
cated that  the  earlier-filed  application  was  abandoned.  To 
minimize  this  problem,  the  Office  proposes  to  adopt  a  stricter 
time  limit  for  filing  petitions  to  revive  under  §  2.66.  Moreover, 
the  strict  time  limits  for  issuing  refusals  to  requests  for 
extension  of  protection  under  section  66(a)  of  the  Act  requires 
greater  accuracy  of  the  Office  database. 

The  Office  proposes  to  add  a  new  §  2.72(d),  stating  that  in 
an  application  under  section  66(a)  of  the  Act,  the  applicant  may 
amend  the  description  or  drawing  of  the  mark  only  if  the 
proposed  amendment  does  not  materially  alter  the  mark,  and 
that  the  Office  will  determine  whether  a  proposed  amendment 
materially  alters  a  mark  by  comparing  the  proposed  amend- 
ment with  the  description  or  drawing  of  the  mark  in  the 
international  application  on  file  at  the  IB. 

The  Office  proposes  to  amend  §  2.73(a)  to  add  references  to 
applications  under  sections  44  and  66(a)  of  the  Act.  Section 
2.73  sets  forth  the  requirements  for  amendment  of  an  applica- 
tion to  recite  concurrent  use  under  section  2(d)  of  the  Act. 

The  Office  proposes  to  add  a  new  §  2.75(c),  stating  that  in  an 
application  under  section  66(a)  of  the  Act,  the  applicant  may 
not  amend  the  application  to  the  Supplemental  Register.  As 
noted  above,  section  68(a)(4)  of  the  Act  provides  that  regis- 
tration of  an  extension  of  protection  of  an  international 
registration  shall  be  refused  to  any  mark  not  eligible  for 
registration  on  the  Principal  Register. 

The  Office  proposes  to  revise  §§  2.84(a)  and  (b)  to  add 
references  to  the  new  filing  basis  under  section  66(a)  of  the 
Act.  The  provisions  with  respect  to  jurisdiction  over  published 
section  66(a)  applications  are  the  same  as  those  in  applications 
under  sections  1(a)  and  44  of  the  Act. 

The  Office  proposes  to  amend  §§  2.101(a),  2.111(a),  2.118 
and  2.145(c)(4)  to  refer  to  the  United  States  Patent  and 
Trademark  Office  as  Office. 

The  Office  proposes  to  amend  §  2.101(b)  to  substitute 
"person"  for  "entity"  to  track  the  statutory  language;  to  make 
the  rule  gender  neutral;  to  clarify  the  definitions  of  "attorney" 
and  "other  authorized  representative"  by  reference  to  §§ 
10.1(c)  and  10.14(b),  respectively;  to  clarify  that  an  opposition 
must  be  signed;  and  to  indicate  that  electronic  signatures  are 
required  for  electronically  filed  oppositions. 

The  Office  proposes  to  add  a  new  §  2.101(b)(1)  and  a  new 
§  2.101(b)(2)  stating  that  an  opposition  to  an  application  based 
on  section  1  or  44  of  the  Act  may  be  filed  either  on  paper  or 
electronically  through  ESTTA,  but  that  an  opposition  to  an 
application  based  on  section  66(a)  of  the  Act  may  be  filed  only 
through  ESTTA. 

The  Office  proposes  to  revise  §  2.101(d)(1)  through  § 
2.101(d)(3)  and  to  add  new  §  2.101(d)(3)(i)  through  § 
2.101(d)(3)(iii)  to  indicate  that  the  Office  will  not  accept  an 
opposition  submitted  through  ESTTA  that  does  not  include 
fees  to  cover  all  named  party  opposers  and  all  classes  opposed; 
that  the  Office  will  not  institute  an  opposition  proceeding  if  an 
opposition  submitted  on  paper  does  not  include  a  fee  sufficient 
to  pay  for  one  person  to  oppose  the  registration  of  a  mark  in  at 
least  one  class;  and  that  the  Office  will  no  longer  correspond 


with  an  opposer  in  an  opposition  submitted  on  paper  to  permit 
submission  of  additional  fees  or  designation  of  party  opposers 
and/or  classes  where  an  opposition  is  submitted  with  insuffi- 
cient fees  to  pay  for  opposition  by  all  party  opposers  and/or  in 
all  classes.  The  revision  explains  how  the  Office  will  apply  a 
fee  accompanying  a  paper  submission  that  is  insufficient  to 
cover  all  classes  and/or  to  cover  all  party  opposers. 

The  Office  proposes  to  amend  §  2.102(a)  to  make  the  rule 
gender  neutral;  to  clarify  the  definitions  of  "attorney"  and 
"authorized  representative"  by  reference  to  §§  10.1(c)  and 
10.14(b),  respectively;  to  clarify  that  a  request  to  extend  the 
time  for  filing  an  opposition  must  be  signed;  and  to  indicate 
that  electronic  signatures  are  required  for  electronically  filed 
requests  to  extend  the  time  for  filing  oppositions. 

The  Office  proposes  to  add  a  new  §  2.102(a)(1)  and  a  new  § 
2.102(a)(2)  stating  that  a  written  request  to  extend  the  time  for 
filing  an  opposition  to  an  application  based  on  section  1  or  44 
of  the  Act  may  be  filed  either  on  paper  or  electronically 
through  ESTTA,  but  stating  that  a  request  to  extend  the  time 
for  filing  an  opposition  to  an  application  based  on  section  66(a) 
of  the  Act  may  be  filed  only  through  ESTTA. 

The  Office  proposes  to  revise  §  2.102(c)  to  set  out  the  time 
frames  for  extensions  of  time  to  oppose  and  to  indicate  that  the 
Trademark  Trial  and  Appeal  Board  will  no  longer  extend  a 
potential  opposer' s  time  to  file  an  opposition  beyond  120  days 
from  the  date  the  mark  is  published  for  opposition.  The  Office 
proposes  to  add  §§  2.102(c)(1)  and  (2)  to  state  the  require- 
ments concerning  the  filing  of  permitted  requests  to  extend  the 
time  for  filing  an  opposition. 

The  Office  proposes  to  remove  §  2.102(d),  which  requires 
submission  of  extension  requests  in  triplicate. 

The  Office  proposes  to  revise  §  2.104(a)  to  remove  the 
requirement  that  a  duplicate  copy  of  the  opposition,  including 
exhibits,  be  filed  with  an  opposition. 

The  Office  proposes  to  reword  the  heading  for  §  2.105  to 
specify  that  notification  of  opposition  proceedings  is  to  the 
parties. 

The  Office  proposes  to  revise  §  2.105  to  clarify  the  defini- 
tions of  "attorney"  and  "authorized  representative"  by  refer- 
ence to  §§  10.1(c)  and  10.14(b),  respectively;  and  to  indicate 
that,  if  no  attorney  or  other  authorized  representative  is 
appointed,  notification  will  be  sent  to  a  party's  domestic 
representative,  or,  if  there  is  no  domestic  representative, 
notification  will  be  sent  to  the  party. 

The  Office  proposes  to  redesignate  §  2.107  as  §  2.107(a);  to 
limit  this  paragraph  to  oppositions  against  an  application  filed 
under  section  1  or  44  of  the  Act;  and  to  state  in  the  rule  the 
Board  practice  which  prohibits  an  opposer  in  a  proceeding 
against  an  application  filed  under  section  1  or  44  of  the  Act 
from  adding  to  the  goods  or  services  in  an  opposition  after  the 
period  for  filing  the  opposition  has  closed. 

The  Office  proposes  to  add  a  new  §  2.107(b)  to  state  that 
pleadings  in  an  opposition  proceeding  against  an  apphcation 
filed  under  section  66(a)  of  the  Act  may  be  amended  in  the 
same  manner  and  to  the  same  extent  as  in  a  civil  action  in  a 
United  States  district  court;  except  that,  once  filed,  such 
opposition  may  not  be  amended  to  change  or  add  to  the 
grounds  for  opposition  or  to  add  to  the  goods  or  services 
opposed. 

The  Office  proposes  to  revise  §  2.111(b)  to  substitute 
"person"  for  "entity"  to  track  the  statutory  language;  to  make 
the  rule  gender  neutral;  to  clarify  the  definitions  of  "attorney" 
and  "authorized  representative"  by  reference  to  §§  10.1(c)  and 
10.14(b),  respectively;  to  clarify  that  an  opposition  must  be 
signed;  and  to  indicate  that  electronic  signatures  are  required 
for  electronically  filed  oppositions. 

The  Office  proposes  to  revise  §  2.1 1 1(c)  to  divide  it  into  four 
paragraphs;  to  state  that  the  Office  will  not  accept  a  petition 
submitted  through  ESTTA  that  does  not  include  fees  to  cover 
all  named  party  petitioners  and  all  classes;  that  the  Office  will 
not  institute  a  cancellation  proceeding  if  a  petition  submitted 
on  paper  does  not  include  a  fee  sufficient  to  pay  for  one  person 
for  a  cancellation  in  at  least  one  class;  and  that  the  Office  will 
no  longer  correspond  with  a  petitioner  in  a  cancellation 
submitted  on  paper  to  permit  submission  of  additional  fees  or 
designation  of  party  petitioners  and/or  classes  where  a  cancel- 
lation is  submitted  with  insufficient  fees  to  pay  for  cancellation 
by  all  party  petitioners  and/or  in  all  classes.  The  revision 
explains  how  the  Office  will  apply  a  fee  accompanying  a  paper 
submission  that  is  insufficient  to  cover  all  classes  and/or  to 
cover  all  party  petitioners. 

The  Office  proposes  to  amend  §  2.112(a)  to  substitute 
"person"  for  "entity"  to  track  the  statutory  language;  to  make 
the  rule  gender  neutral;  and  to  remove  the  requirement  that  a 


March  2,  2004 


U.S.  PATENT  AND  TRADEMARK  OFFICE 


1280  OG  733 
(232) 


duplicate  copy  of  the  petition,  including  exhibits,  be  filed  with 
the  petition. 

The  Office  proposes  to  reword  the  heading  for  §  2.113  to 
specify  that  notification  of  cancellation  proceedings  is  to  the 
parties. 

The  Office  proposes  to  revise  §  2.113  to  divide  it  into 
paragraphs  (a),  (b),  (c)  and  (d)  for  clarity;  to  clarify  the 
definitions  of  "attorney"  and  "authorized  representative"  by 
reference  to  §§  10.1(c)  and  10.14(b),  respectively;  and  to 
indicate  that,  if  no  attorney  or  other  authorized  representative 
is  appointed  by  a  party,  notification  will  be  sent  to  that  party's 
domestic  representative,  or,  if  there  is  no  domestic  represen- 
tative for  that  party,  notification  will  be  sent  to  the  party. 

The  Office  proposes  to  amend  §  2.118  to  delete  reference  to 
a  party  residing  abroad  and  his  representative  in  the  United 
States  in  order  to  clarify  that  when  any  notice  sent  by  the  Office 
to  a  registrant  is  returned  to  the  Office,  notice  may  be  given  by 
pubhcation  in  the  Official  Gazette,  regardless  of  whether  that 
registrant  resides  in  the  United  States  or  elsewhere. 

The  Office  proposes  to  amend  §  2.123(g)(1)  to  require  that 
depositions  be  in  written  form,  but  to  delete  reference  to 
specific  requirements  that  may  vary  depending  upon  the  media 
used  forsubmission.  Requirements  for  submissions  are  speci- 
fied in  proposed  §  2.126. 

The  Office  proposes  to  add  new  §  2.126,  entitled  "Form  of 
submissions  to  the  Trademark  Trial  and  Appeal  Board,"  which 
includes  paragraphs  (a)  through  (d).  Paragraphs  (a)  through  (c) 
provide  that  submissions  may  be  made  to  the  Board  on  paper, 
CD-ROM,  or  electronically,  as  permitted  by  the  rules  con- 
tained in  this  part  or  Board  practice;  and  specify  the  require- 
ments for  each  type  of  submission.  Paragraph  (d)  specifies  the 
requirements  for  making  a  submission  to  the  Board  that  is 
confidential  in  whole  or  in  part. 

The  Office  proposes  to  amend  §  2.127(a)  to  delete  the 
specifications  for  filing  on  paper  a  brief  in  support  of,  or 
response  to,  a  motion,  referring,  instead  to  §  2.126. 

The  Office  proposes  to  amend  §  2.128(b)  to  require  that 
briefs  be  in  written  form;  and  to  delete  the  specifications  for 
filing  a  brief  on  paper,  referring,  instead  to  §  2.126. 

The  Office  proposes  to  amend  both  the  heading  and  the  body 
of  §  2.130  to  change  "Examiner  of  Trademarks"  to  "trademark 
examining  attorney."  The  Office  proposes  to  revise  §  2.130  to 
provide  that,  during  an  inter  partes  proceeding,  only  applica- 
tions under  section  1  or  section  44  of  the  Act  may  be 
remanded,  at  the  request  of  the  trademark  examining  attorney, 
for  consideration  of  facts  which  appear  to  render  the  mark 
unregistrable. 

The  Office  proposes  to  amend  §  2.131  to  change  the  term 
"examiner"  to  "trademark  examining  attorney";  and  to  limit 
the  applicability  of  this  section  to  inter  partes  proceedings 
involving  applications  under  sections  1  and  44  of  the  Act. 

The  Office  proposes  to  revise  §  2.142(a)  and  (b)(2)  to  state 
that  notices  of  appeal  and  briefs  must  be  filed  in  written  form, 
as  prescribed  in  §  2.126,  and  to  delete  the  specifications  for 
filing  a  brief  on  paper. 

The  Office  proposes  to  amend  §  2.145(b)(3)  to  indicate  that 
notices  of  appeal  to  the  U.S.  Court  of  Appeals  for  the  Federal 
Circuit  be  sent  to  the  Office  of  the  General  Counsel,  with  a 
duplicate  copy  addressed  to  the  Board. 

The  Office  proposes  to  amend  §  2.145(c)(3)  to  indicate  that 
any  adverse  party  to  an  appeal  taken  to  the  U.S.  Court  of 
Appeals  for  the  Federal  Circuit  by  a  defeated  party  in  an  inter 
partes  proceeding  who  files  a  notice  with  the  Office  as  provided 
in  section  21(b)  of  the  Act,  must  address  that  notice  to  the 
Office  of  the  General  Counsel. 

The  Office  proposes  to  amend  §  2. 145(c)(4)  to  indicate  that, 
in  order  to  avoid  premature  termination  of  a  proceeding,  a 
party  who  commences  a  civil  action,  pursuant  to  section  21(b) 
of  the  Act,  must  file  written  notice  thereof  at  the  Trademark 
Trial  and  Appeal  Board. 

The  Office  proposes  to  amend  §  2.146(c)  to  delete  reference 
to  a  petition  to  revive  as  an  example  of  a  situation  where  an 
affidavit  or  declaration  is  required  in  support  of  a  petition.  This 
is  a  technical  correction  to  the  rule.  Effective  October  30,  1999, 
§  2.66  was  amended  to  delete  the  requirement  for  an  affidavit 
or  declaration  in  a  petition  to  revive  based  on  unintentional 
delay.  An  unverified  statement  is  sufficient.  See  notices  at  64 
FR  48900  (Sept.  8,  1999)  and  1226  TMOG  103  (Sept.  28, 
1999).  However,  §  2.146(c)  still  requires  a  verified  statement  in 
other  situations  where  facts  are  to  be  proven  on  petition.  For 
example,  if  the  petition  arises  from  the  loss  or  misplacement  of 
a  document  submitted  to  the  Office,  it  should  be  accompanied 
by  the  affidavit  or  declaration  of  the  person  who  mailed  the 


document,  attesting  to  the  date  of  submission  and  identifying 
the  document  filed  with  the  petition  as  a  true  copy  of  the 
document  previously  filed.  TMEP  §  1705.03. 

The  Office  proposes  to  amend  §  2.146(i)  to  change  the 
standard  for  a  showing  of  due  diligence  for  petitions  in  which 
the  petitioner  seeks  to  reactivate  an  application  or  registration 
that  was  abandoned,  cancelled  or  expired  due  to  the  loss  or 
mishandUng  of  papers.  Currently,  the  rule  requires  that  to  be 
considered  diligent,  petitioners  must  check  the  status  of 
pending  matters  within  one  year  of  the  last  filing  or  receipt  of 
a  notice  from  the  Office  for  which  further  action  by  the  Office 
is  expected.  The  Office  proposes  to  shorten  the  time  period 
from  one  year  to  six  months.  A  showing  of  due  diligence  would 
require  that  a  petitioner  check  the  status  of  a  pending  applica- 
tion every  six  months  between  the  filing  date  of  the  application 
and  issuance  of  a  registration;  check  the  status  of  a  registration 
every  six  months  after  filing  an  affidavit  of  use  or  excusable 
nonuse  under  section  8  or  71  of  the  Act  or  a  renewal 
application  under  section  9  of  the  Act  until  the  petitioner 
receives  notice  that  the  affidavit  or  renewal  application  has 
been  accepted;  and  request  corrective  action  where  necessary. 

Third  parties  are  harmed  by  the  removal  and  later  reinsertion 
of  an  application  or  registration  in  the  Office  database.  To 
minimize  this  problem,  the  Office  proposes  to  adopt  stricter 
time  limits  for  the  filing  of  petitions  to  revive  or  reinstate 
abandoned  applications  and  cancelled  or  expired  registrations. 

The  Office  proposes  to  revise  §  2.151  to  add  a  reference  to 
section  7 1  of  the  Act,  which  requires  periodic  affidavits  of  use 
or  excusable  nonuse  to  maintain  a  registration  based  on  an 
extension  of  protection  of  an  international  registration. 

The  Office  proposes  to  add  a  new  §  2.171(b),  stating  that 
when  ownership  of  a  registration  has  changed  with  respect  to 
some  but  not  all  of  the  goods  and/or  services,  the  registrant(s) 
may  file  a  request  that  the  registration  be  physically  divided 
into  two  or  more  separate  registrations,  upon  payment  of  the 
required  fee  for  each  new  separate  registration  created  by  the 
division. 

Rule  Making  Requirements 

Executive  Order  13132:  This  rule  making  does  not  contain 
poUcies  with  federalism  implications  sufficient  to  warrant 
preparation  of  a  Federalism  Assessment  under  Executive  Order 
13132  (Aug.  4,  1999). 

Executive  Order  12866:  This  rule  making  has  been  deter- 
mined not  to  be  significant  for  purposes  of  Executive  Order 
12866. 

Regulatory  Flexibility  Act:  The  Deputy  General  Counsel  for 
General  Law  of  the  United  States  Patent  and  Trademark  Office 
has  certified  to  the  Chief  Counsel  for  Advocacy  of  the  Small 
Business  Administration  that  the  proposed  rule  changes  will 
not  have  a  significant  impact  on  a  substantial  number  of  small 
entities  (Regulatory  FlexibiUty  Act,  5  U.S.C.  605(b)).  The 
main  purpose  of  the  proposed  rules  is  to  implement  legislation 
that  provides  an  additional  means  for  filing  trademark  appli- 
cations. Additionally,  the  rules  provide  for  some  technical  and 
other  changes  that  will  simplify  the  trademark  application 
process.  Hence,  the  rules  merely  provide  all  applicants  for 
trademark  registration,  including  small  businesses,  with  addi- 
tional benefits. 

Paperwork  Reduction  Act:  The  proposed  rules  are  in  con- 
formity with  the  requirements  of  the  Paperwork  Reduction  Act 
of  1995  (PRA)  (44  U.S.C.  3501  et  seq.).  Notwithstanding  any 
other  provision  of  law,  no  person  is  required  to  nor  shall  a 
person  be  subject  to  a  penalty  for  failure  to  comply  with  a 
collection  of  information  subject  to  the  requirements  of  the 
PRA  unless  that  collection  of  information  displays  a  currently 
valid  OMB  control  number. 

This  proposed  rule  contains  collections  of  information 
requirements  subject  to  the  PRA.  This  rule  adds  provisions 
allowing  parties  to  ( 1 )  file  applications  for  international  trade- 
mark registration  with  the  IB  through  the  Office;  (2)  file 
subsequent  designations  with  the  IB  through  the  Office;  (3)  file 
responses  to  notices  of  irregularities  in  international  applica- 
tions issued  by  the  IB  through  the  Office;  (4)  request  the  Office 
to  note  in  its  records  that  a  registered  extension  of  protection  of 
an  international  registration  to  the  United  States  replaces  a 
previously  issued  U.S.  registration;  (5)  file  requests  to  record 
assignments  or  restrictions  of  a  holder's  right  to  dispose  of  an 
international  registration  with  the  IB  through  the  (Office;  and 
(6)  file  a  request  that  the  Office  transform  an  extension  of 
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protection  that  was  cancelled  by  the  IB  into  an  application  for 
registration  in  the  United  States  under  section  1  or  section  44 
of  the  Act.  Additionally,  the  proposed  rule  sets  forth  require- 
ments for  submitting  an  affidavit  of  continued  use  or  excusable 
nonuse  under  section  7 1  of  the  Act  and  discusses  changes  in 
the  information  required  from  the  public  to  file  notices  of 
opposition,  petitions  to  cancel,  and  requests  for  extensions  of 
time  to  oppose. 

An  information  collection  package  supporting  the  changes 
to  the  above  information  requirements,  as  set  forth  in  this  rule, 
has  been  submitted  to  the  Office  of  Management  and  Budget 
for  review  and  approval.  Previously,  a  separate  information 
package  was  submitted  in  support  of  oppositions,  requests  for 
extensions  of  time  to  file  oppositions,  and  petitions  to  cancel. 
The  public  reporting  burden  for  this  collection  of  information 
is  estimated  to  average  as  follows:  fifteen  minutes  for  interna- 
tional trademark  applications;  three  minutes  for  subsequent 
designations;  ten  minutes  to  respond  to  notices  of  irregularities 
issued  by  the  IB  in  connection  with  international  appUcations; 
two  minutes  to  request  that  the  Office  replace  a  United  States 
registration  with  a  subsequently  registered  extension  of  pro- 
tection to  the  United  States;  five  minutes  for  a  request  to  record 
an  assignment  or  restriction  of  a  holder's  right  to  dispose  of  an 
international  registration;  five  minutes  for  a  request  that  the 
Office  transform  a  cancelled  extension  of  protection  into  an 
application  for  registration  under  section  1  or  44  of  the  Act; 
fourteen  minutes  for  an  affidavit  of  continued  use  or  excusable 
nonuse  under  section  71  of  the  Act;  ten  minutes  to  forty-five 
minutes  for  notices  of  opposition  and  petitions  to  cancel, 
depending  on  the  particular  circumstances;  and  ten  minutes  for 
requests  for  extensions  of  time  to  oppose.  These  time  estimates 
include  the  time  for  reviewing  instructions,  searching  existing 
data  sources,  gathering  and  maintaining  the  data  needed,  and 
completing  and  reviewing  the  collection  of  information.  Com- 
ments are  invited  on:  (1)  Whether  the  collection  of  information 
is  necessary  for  proper  performance  of  the  functions  of  the 
agency;  (2)  the  accuracy  of  the  agency's  estimate  of  the 
burden;  (3)  ways  to  enhance  the  quality,  utility,  and  clarity  of 
the  information  to  be  collected;  and  (4)  ways  to  minimize  the 
burden  of  the  collection  of  information  to  respondents. 

Send  comments  regarding  this  burden  estimate,  or  any  other 
aspect  of  this  data  collection,  including  suggestions  for  reduc- 
ing the  burden,  to  the  Commissioner  for  Trademarks,  2900 
Crystal  Drive,  Ariington,  VA  22202-3513  (Attn:  Ari  Leifman), 
and  to  the  Office  of  Information  and  Regulatory  Affairs,  OMB, 
725  17th  Street,  NW.,  Washington,  DC  20230  (Attn:  PTO  Desk 
Officer). 

List  of  Subjects 

37  CFR  Part  2 

Administrative  practice  and  procedure,  Trademarks. 

37  CFR  Part  7 

Administrative  practice  and  procedure,  Trademarks. 

For  the  reasons  given  in  the  preamble  and  under  the 
authority  contained  in  35  U.S.C.  2  and  15  U.S.C.  1123,  as 
amended,  the  Office  proposes  to  amend  title  37  as  follows: 

PART  2— RULES  OF  PRACTICE  IN  TRADEMARK 
CASES 

1 .  The  authority  citation  for  37  CFR  Part  2  continues  to  read 
as  follows: 

Authority:  15  U.S.C.  1123,  35  U.S.C.  2,  unless  otherwise 
noted. 

2.  Amend  §  2.2  to  add  new  paragraphs  (c)  through  (e),  to 
read  as  follows: 

§  2.2  Definitions. 

(c)  The  acronym  ESTTA  means  the  Electronic  System  for 
Trademark  Trials  and  Appeals,  available  at  http://frwebgate- 
.access.gpo.gov/cgi-bin/ 

leaving.cgi?from=leavingFR.html&log=  linklog&to=http:// 
www.uspto.gov. 


(d)  The  term  international  application  as  used  in  this  part 
means  an  application  for  international  registration  that  is  filed 
under  the  Madrid  Protocol. 

(e)  The  term  Office  means  the  United  States  Patent  and 
Trademark  Office. 

3.  Revise  §  2.11  and  its  heading  to  read  as  follows: 

§  2.11  Representation  before  the  Office. 

Representation  before  the  Office  is  governed  by  §  10.14  of 
this  chapter.  The  Office  cannot  aid  in  the  selection  of  an 
attorney. 

4.  Amend  §  2.17  by  revising  paragraph  (b)  to  read  as 
follows: 

§  2.17  Recognition  for  representation. 

(b)  Before  any  authorized  representative,  as  specified  in  § 
10.14(b)  of  this  chapter,  will  be  allowed  to  take  action  of  any 
kind  with  respect  to  an  application,  registration  or  proceeding, 
a  written  authorization  from  the  applicant,  registrant,  party  to 
the  proceeding,  or  other  person  entitled  to  prosecute  such 
application  or  proceeding  must  be  filed. 

5.  Revise  §  2.18  to  read  as  follows: 

§  2.18  Correspondence,  with  whom  held. 

(a)  If  documents  are  transmitted  by  an  attorney,  or  a  written 
power  of  attorney  is  filed,  the  Office  will  send  correspondence 
to  the  attorney  transmitting  the  documents,  or  to  the  attorney 
designated  in  the  power  of  attorney,  provided  that  the  attorney 
is  an  attorney  as  defined  in  §  10.1(c)  of  this  chapter. 

(b)  The  Office  will  not  undertake  double  correspondence.  If 
more  than  one  attorney  appears  or  signs  a  document,  the 
Office's  reply  will  be  sent  to  the  address  already  established  in 
the  record  until  the  applicant,  registrant  or  party,  or  its  duly 
appointed  attorney,  requests  in  writing  that  correspondence  be 
sent  to  another  address. 

(c)  If  an  application,  registration  or  proceeding  is  not  being 
prosecuted  by  an  attorney  but  a  domestic  representative  has 
been  appointed,  the  Office  will  send  correspondence  to  the 
domestic  representative,  unless  the  applicant,  registrant  or 
party  designates  in  writing  another  correspondence  address. 

(d)  If  the  application,  registration  or  proceeding  is  not  being 
prosecuted  by  an  attorney  and  no  domestic  representative  has 
been  appointed,  the  Office  will  send  correspondence  directly  to 
the  applicant,  registrant  or  party,  unless  the  applicant,  regis- 
trant or  party  designates  in  writing  another  correspondence 
address. 

6.  Revise  §  2.19  and  its  heading  to  read  as  follows: 
§  2.19  Revocation  of  power  of  attorney;  withdrawal. 

(a)  Authority  to  represent  an  applicant,  registrant  or  a  party 
to  a  proceeding  may  be  revoked  at  any  stage  in  the  proceedings 
of  a  case  upon  notification  to  the  Director;  and  when  it  is 
revoked,  the  Office  will  communicate  directly  with  the  appli- 
cant, registrant  or  party  to  the  proceeding,  or  with  the  new 
attorney  or  domestic  representative  if  one  has  been  appointed. 
The  Office  will  notify  the  person  affected  of  the  revocation  of 
his  or  her  authorization. 

(b)  If  the  requirements  of  §  10.40  of  this  chapter  are  met,  an 
attorney  authorized  under  §  10.14  of  this  chapter  to  represent 
an  applicant,  registrant  or  party  in  a  trademark  case  may 
withdraw  upon  application  to  and  approval  by  the  Director. 

7.  Amend  §  2.21  by  revising  paragraph  (a)  introductory  text 
to  read  as  follows: 

§  2.21  Requirements  for  receiving  a  filing  date. 

(a)  The  Office  will  grant  a  filing  date  to  an  application  under 
section  1  or  section  44  of  the  Act  that  contains  all  of  the 
following: 
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8.  Amend  §  2.33  by  adding  a  new  paragraph  (e)  to  read  as 
follows: 

§  2.33  Verified  statement. 

4:    4:    :(:    4:    4: 

(e)  In  an  application  under  section  66(a)  of  the  Act,  the 
verified  statement  is  part  of  the  international  registration  on  file 
at  the  International  Bureau. 

9.  Amend  §  2.34  by  removing  paragraphs  (a)(l)(v), 
(a)(3)(iv)  and  (a)(4)(iv),  revising  paragraphs  (a)  introductory 
text,  (a)(2),  (a)(4)(i)(A).  and  (b),  and  adding  a  new  paragraph 
(a)(5),  to  read  as  follows: 

§  2.34  Bases  for  filing. 

(a)  The  appUcation  must  include  one  or  more  of  the 
following  five  filing  bases: 

(2)  Intent-to-use  under  section  1(b)  of  the  Act.  In  an 
application  under  section  1(b)  of  the  Act,  the  applicant  must 
verify  that  it  has  a  bona  fide  intention  to  use  the  mark  in 
commerce  on  or  in  connection  with  the  goods  or  services  listed 
in  the  apphcation.  If  the  verification  is  not  filed  with  the  initial 
application,  the  verified  statement  must  allege  that  the  appli- 
cant had  a  bona  fide  intention  to  use  the  mark  in  commerce  as 

of  the  filing  date  of  the  application. 
^3^  *  *  * 

}^\  *  *  * 

n\  *  *  * 

(A)  Specify  the  filing  date,  serial  number  and  country  of  the 
first  regularly  filed  foreign  application;  or 


(5)  Extension  of  protection  of  an  international  registration 
under  section  66(a)  of  the  Act.  In  an  application  under  section 
66(a)  of  the  Act,  the  international  application  or  subsequent 
designation  requesting  an  extension  of  protection  to  the  United 
States  must  contain  a  verified  statement  that  the  applicant  has 
a  bona  fide  intention  to  use  the  mark  in  commerce  on  or  in 
connection  with  the  goods  or  services  listed  in  the  application. 

(b)(1)  In  an  appUcation  under  section  1  or  section  44  of  the 
Act,  an  apphcant  may  claim  more  than  one  basis,  provided  the 
applicant  satisfies  all  requirements  for  the  bases  claimed. 
However,  the  applicant  may  not  claim  both  sections  1(a)  and 
1(b)  for  the  identical  goods  or  services  in  the  same  application. 

(2)  In  an  application  under  section  1  or  section  44  of  the  Act, 
if  an  applicant  claims  more  than  one  basis,  the  apphcant  must 
list  each  basis,  followed  by  the  goods  or  services  to  which  that 
basis  applies.  If  some  or  all  of  the  goods  or  services  are 
covered  by  more  than  one  basis,  this  must  be  stated. 

(3)  A  basis  under  section  66(a)  of  the  Act  cannot  be 
combined  with  any  other  basis. 

10.  Revise  §  2.35  to  read  as  follows: 
§  2.35  Adding,  deleting,  or  substituting  bases. 

(a)  In  an  apphcation  under  section  66(a)  of  the  Act,  an 
applicant  may  not  add,  substitute  or  delete  a  basis,  unless  the 
applicant  meets  the  requirements  for  transformation  under 
section  70(c)  of  the  Act  and  §  7.31  of  this  chapter. 

(b)  In  an  application  under  section  1  or  section  44  of  the  Act: 

( 1 )  Before  pubhcation  for  opposition,  an  applicant  may  add 
or  substitute  a  basis,  if  the  applicant  meets  all  requirements  for 
the  new  basis,  as  stated  in  §  2.34.  The  apphcant  may  delete  a 
basis  at  any  time. 

(2)  After  publication,  an  applicant  may  add  or  substitute  a 
basis  in  an  apphcation  that  is  not  the  subject  of  an  inter  partes 
proceeding  before  the  Trademark  Trial  and  Appeal  Board,  but 
only  with  the  express  permission  of  the  Director,  after  consid- 
eration on  petition.  Republication  will  be  required.  The  amend- 
ment of  an  application  that  is  the  subject  of  an  inter  partes 
proceeding  before  the  Board  is  governed  by  §  2.133(a). 

(3)  When  an  apphcant  substitutes  one  basis  for  another,  the 
Office  wiU  presume  that  there  was  a  continuing  valid  basis, 
unless  there  is  contradictory  evidence  in  the  record,  and  the 
apphcation  will  retain  the  original  filing  date,  including  a 
priority  filing  date  under  section  44(d),  if  appropriate. 


(4)  If  an  applicant  properly  claims  a  section  44(d)  basis  in 
addition  to  another  basis,  the  applicant  will  retain  the  priority 
filing  date  under  section  44(d)  no  matter  which  basis  the 
applicant  perfects. 

(5)  The  applicant  may  add  or  substitute  a  section  44(d)  basis 
only  within  the  six-month  priority  period  following  the  fiUng 
date  of  the  foreign  application. 

(6)  When  the  applicant  adds  or  substitutes  a  basis,  the 
apphcant  must  list  each  basis,  followed  by  the  goods  or 
services  to  which  that  basis  applies. 

(7)  When  the  applicant  deletes  a  basis,  the  applicant  must 
also  delete  any  goods  or  services  covered  solely  by  the  deleted 
basis. 

(8)  Once  an  applicant  claims  a  section  1(b)  basis  as  to  any 
or  all  of  the  goods  or  services,  the  applicant  may  not  amend  the 
application  to  seek  registration  under  section  1(a)  of  the  Act  for 
those  goods  or  services  unless  the  applicant  files  an  allegation 
of  use  under  section  1(c)  or  section  1(d)  of  the  Act. 

11.  Revise  §  2.37  to  read  as  follows: 
§  2.37  Description  of  mark. 

(a)  A  description  of  the  mark,  which  must  be  acceptable  to 
the  trademark  examining  attorney,  may  be  included  in  the 
application,  and  must  be  included  if  required  by  the  examining 
attorney. 

(b)  If  a  mark  is  displayed  in  color  or  a  color  combination,  the 
applicant  must  name  the  color(s),  and  describe  where  the 
color(s)  appear  on  the  mark. 

12.  Amend  §  2.47  by  redesignating  paragraphs  (c)  and  (d)  as 
(d)  and  (e)  and  adding  a  new  paragraph  (c)  to  read  as  follows: 

§  2.47  Supplemental  Register. 

(c)  An  application  under  section  66(a)  of  the  Act  is  not 
eligible  for  registration  on  the  Supplemental  Register. 

13.  Revise  §  2.51  to  read  as  follows: 
§  2.51  Drawing  required. 

(a)  In  an  apphcation  under  section  1(a)  of  the  Act,  the 
drawing  of  the  mark  must  be  a  substantially  exact  representa- 
tion of  the  mark  as  used  on  or  in  connection  with  the  goods 
and/or  services. 

(b)  In  an  appUcation  under  section  1(b)  of  the  Act,  the 
drawing  of  the  mark  must  be  a  substantiaUy  exact  representa- 
tion of  the  mark  as  intended  to  be  used  on  or  in  connection 
with  the  goods  and/or  services  specified  in  the  application,  and 
once  an  amendment  to  allege  use  under  §  2.76  or  a  statement 
of  use  under  §  2.88  has  been  filed,  the  drawing  of  the  mark 
must  be  a  substantially  exact  representation  of  the  mark  as 
used  on  or  in  connection  with  the  goods  and/or  services. 

(c)  In  an  application  under  section  44  of  the  Act,  the  drawing 
of  the  mark  must  be  a  substantially  exact  representation  of  the 
mark  as  it  appears  in  the  drawing  in  the  registration  certificate 
of  a  mark  duly  registered  in  the  applicant's  country  of  origin. 

(d)  In  an  application  under  section  66(a)  of  the  Act,  the 
drawing  of  the  mark  must  be  a  substantiaUy  exact  representa- 
tion of  the  mark  as  it  appears  in  the  international  registration. 

14.  Revise  §  2.52  to  read  as  foUows: 

§  2.52  Types  of  drawings  and  format  for  drawings. 

A  drawing  depicts  the  mark  sought  to  be  registered.  The 
drawing  must  show  only  one  mark.  The  applicant  must  include 
a  clear  drawing  of  the  mark  when  the  application  is  filed.  There 
are  two  types  of  drawings: 

(a)  Standard  character  (typed)  drawing.  Apphcants  who  seek 
to  register  words,  letters,  numbers,  or  any  combination  thereof 
without  claim  to  any  particular  font  style  must  submit  a 
standard  character  drawing.  An  applicant  may  submit  a  stan- 
dard character  drawing  if: 

(1)  The  application  includes  a  statement  that  the  mark  is  in 
standard  characters  and  no  claim  is  made  to  any  particular  font 
style; 

(2)  The  mark  does  not  include  a  design  element; 
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(3)  All  letters  and  words  in  the  mark  are  depicted  in  Latin 
characters; 

(4)  All  numerals  in  the  mark  are  depicted  in  Roman  or 
Arabic  numerals;  and 

(5)  The  mark  includes  only  common  punctuation  or  diacriti- 
cal marks. 

(b)  Special  form  drawing.  Applicants  who  seek  to  register  a 
mark  that  includes  a  two  or  three-dimensional  design;  or  color; 
or  words,  letters,  or  numbers  in  a  particular  style  of  lettering; 
or  a  mark  that  does  not  meet  the  requirements  of  paragraph  (a) 
must  submit  a  special  form  drawing. 

(1)  Color  marks.  When  color  is  claimed  as  a  feature  of  the 
mark  or  if  the  mark  consists  only  of  color,  the  drawing  must 
show  the  mark  in  color,  and  the  applicant  must  name  the 
color(s),  and  describe  where  the  color(s)  appear  on  the  mark.  If 
color  is  not  claimed  as  a  feature  of  the  mark,  the  applicant  must 
submit  a  black  and  white  drawing. 

(2)  Three  dimensional  marks.  If  the  mark  has  three-dimen- 
sional features,  the  drawing  must  depict  a  single  rendition  of 
the  mark,  and  the  applicant  must  indicate  that  the  mark  is 
three-dimensional. 

(3)  Motion  mark.  If  the  mark  has  motion,  the  drawing  may 
depict  a  single  point  in  the  movement,  or  the  drawing  may 
depict  up  to  five  freeze  frames  showing  various  points  in  the 
movement,  whichever  best  depicts  the  commercial  impression 
of  the  mark.  The  applicant  must  also  describe  the  mark. 

(4)  If  necessary  to  adequately  depict  the  commercial  impres- 
sion of  the  mark,  the  applicant  may  be  required  to  submit  a 
drawing  that  shows  the  placement  of  the  mark  by  surrounding 
the  mark  with  a  proportionately  accurate  broken-line  represen- 
tation of  the  particular  goods,  packaging,  or  advertising  on 
which  the  mark  appears.  The  applicant  must  also  use  broken 
lines  to  show  any  other  matter  not  claimed  as  part  of  the  mark. 
For  any  drawing  using  broken  lines  to  indicate  placement  of 
the  mark,  or  matter  not  claimed  as  part  of  the  mark,  the 
applicant  must  describe  the  mark  and  explain  the  purpose  of 
the  broken  lines. 

(5)  If  a  drawing  cannot  adequately  depict  all  significant 
features  of  the  mark,  the  applicant  must  also  describe  the  mark. 

(c)  A  drawing  filed  through  TEAS  must  meet  the  require- 
ments of  §  2.53. 

(d)  A  paper  drawing  must  meet  the  requirements  of  §  2.54. 

(e)  Sound,  scent,  and  non-visual  marks.  An  applicant  is  not 
required  to  submit  a  drawing  if  the  mark  consists  only  of  a 
sound,  a  scent,  or  other  completely  non-visual  matter.  For  these 
types  of  marks,  the  applicant  must  submit  a  detailed  descrip- 
tion of  the  mark. 

15.  Add  §  2.53  to  read  as  follows: 

§  2.53  Requirements  for  drawings  filed  through  the  Trade- 
mark Electronic  Application  System  (TEAS). 


(b)  Be  on  paper  that  is  8  to  8.5  inches  (20.3  to  21.6  cm.) 
wide  and  11  to  11.69  inches  (27.9  to  29.7  cm.)  long.  One  of  the 
shorter  sides  of  the  sheet  should  be  regarded  as  its  top  edge. 
The  image  must  be  no  larger  than  3.15  inches  (8  cm)  high  by 
3.15  inches  (8  cm)  wide; 

(c)  Include  the  caption  "DRAWING  PAGE"  at  the  top  of  the 
drawing  beginning  one  inch  (2.5  cm.)  from  the  top  edge;  and 

(d)  Depict  the  mark  in  black  ink,  or  in  color  if  color  is 
claimed  as  a  feature  of  the  mark. 

(e)  Drawings  must  be  typed  or  made  with  a  pen  or  by  a 
process  that  will  provide  high  definition  when  copied.  A 
photolithographic,  printer's  proof  copy,  or  other  high  quaUty 
reproduction  of  the  mark  may  be  used.  All  lines  must  be  clean, 
sharp  and  solid,  and  must  not  be  fine  or  crowded. 

17.  Amend  §  2.65  by  revising  paragraph  (a)  to  read  as 
follows: 

§  2.65  Abandonment. 

(a)  If  an  applicant  fails  to  respond,  or  to  respond  completely, 
within  six  months  after  the  date  an  action  is  mailed,  the 
application  shall  be  deemed  abandoned  unless  the  refusal  or 
requirement  is  expressly  limited  to  only  certain  goods  and/or 
services.  If  the  refusal  or  requirement  is  expressly  limited  to 
only  certain  goods  and/or  services,  the  application  will  be 
abandoned  only  as  to  those  particular  goods/services.  A  timely 
petition  to  the  Director  pursuant  to  §§  2.63(b)  and  2.146,  if 
appropriate,  is  a  response  that  avoids  abandonment  of  an 
apphcation. 

18.  Amend  §  2.66  by  revising  paragraph  (a)  to  read  as 
follows: 

§  2.66  Revival  of  abandoned  applications. 

(a)  An  applicant  may  file  a  petition  to  revive  an  application 
abandoned  because  applicant  did  not  timely  respond  to  an 
Office  action  or  notice  of  allowance,  if  the  delay  was  uninten- 
tional. The  applicant  must  file  the  petition  within  two  months 
of  the  mailing  date  of  the  notice  of  abandonment. 

19.  Amend  §  2.72  to  add  a  new  paragraph  (d)  to  read  as 
follows: 

§  2.72  Amendments  to  description  or  drawing  of  the  mark. 


The  drawing  must  meet  the  requirements  of  §  2.52.  In 
addition,  in  a  TEAS  application,  the  drawing  must  meet  the 
following  requirements: 

(a)  Standard  character  drawings:  If  an  applicant  is  filing  a 
standard  character  drawing,  the  applicant  must  enter  the  mark 
in  the  appropriate  box.  The  applicant  must  indicate  that  the 
mark  is  in  standard  characters  and  that  no  claim  is  made  to  any 
particular  font  style. 

(b)  Special  form  drawings:  If  an  applicant  is  filing  a  special 
form  drawing,  the  applicant  must  attach  a  digitized  image  of 
the  mark  to  the  electronic  submission. 

(c)  Requirements  for  digitized  images:  The  image  must  be 
no  larger  than  3.15  inches  (8  cm)  high  by  3.15  inches  (8  cm) 
wide;  must  be  in  .jpg  format;  and  must  be  scanned  at  no  less 
than  250  and  no  more  than  350  dots  per  inch.  The  image  that 
is  scanned  must  be  made  with  a  pen  or  by  a  process  that  will 
provide  high  definition  when  copied.  A  photolithographic, 
printer's  proof  copy,  or  other  high  quality  reproduction  of  the 
mark  may  be  used.  All  lines  must  be  clean,  sharp  and  solid,  and 
must  not  be  fine  or  crowded. 

16.  Add  §  2.54  to  read  as  follows: 
§  2.54  Requirements  for  drawings  submitted  on  paper. 


(d)  In  an  application  under  section  66(a)  of  the  Act,  the 
applicant  may  amend  the  description  or  drawing  of  the  mark 
only  if  the  proposed  amendment  does  not  materially  alter  the 
mark.  The  Office  will  determine  whether  a  proposed  amend- 
ment materially  alters  a  mark  by  comparing  the  proposed 
amendment  with  the  description  or  drawing  of  the  mark  in  the 
international  registration. 

20.  Amend  §  2.73  by  revising  paragraph  (a)  to  read  as 
follows: 

§  2.73  Amendment  to  recite  concurrent  use. 

(a)  An  application  under  section  1(a),  section  44,  or  section 
66(a)  of  the  Act  may  be  amended  to  an  application  for 
concurrent  use  registration,  provided  the  application  as 
amended  satisfies  the  requirements  of  §  2.42.  The  trademark 
examining  attorney  will  determine  whether  the  application,  as 
amended,  is  acceptable. 

21.  Amend  §  2.75  to  add  a  new  paragraph  (c)  to  read  as 
follows: 


The  drawing  must  meet  the  requirements  of  §  2.52.  In 
addition,  in  a  paper  application,  the  drawing  should: 

(a)  Be  on  non-shiny  white  paper  that  is  separate  from  the 
application; 


§   2.75  Amendment   to   change   application   to   different 
register. 
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(c)  In  an  application  under  section  66(a)  of  the  Act,  the 
applicant  may  not  amend  the  application  to  the  Supplemental 
Register. 

22.  Revise  §  2.84  to  read  as  follows: 

§  2.84  Jurisdiction  over  published  applications. 

(a)  The  trademark  examining  attorney  may  exercise  juris- 
diction over  an  application  up  to  the  date  the  mark  is  published 
in  the  OflBcial  Gazette.  After  publication  of  an  application 
under  section  1(a),  44  or  66(a)  of  the  Act  the  trademark 
examining  attorney  may,  with  the  permission  of  the  Director, 
exercise  jurisdiction  over  theapplication.  After  publication  of 
an  application  under  section  1(b)  of  the  Act,  the  trademark 
examining  attorney  may  exercise  jurisdiction  over  the  appli- 
cation after  the  issuance  of  the  notice  of  allowance  under 
section  13(b)(2)  of  the  Act.  After  publication,  and  prior  to 
issuance  of  a  notice  of  allowance  in  an  application  under 
section  1(b),  the  trademark  examining  attorney  may,  with  the 
permission  of  the  Director,  exercise  jurisdiction  over  the 
application. 

(b)  After  publication,  but  before  the  certificate  of  registration 
in  an  application  under  section  1(a),  44  or  66(a)  of  the  Act  is 
printed,  or  before  the  notice  of  allowance  in  an  application 
under  section  1  (b)  of  the  Act  is  printed,  an  application  that  is 
not  the  subject  of  an  inter  partes  proceeding  before  the 
Trademark  Trial  and  Appeal  Board  may  be  amended  if  the 
amendment  does  not  necessitate  republication  of  the  mark  or 
issuance  of  an  Office  action.  Otherwise,  an  amendment  to  such 
an  application  may  be  submitted  only  upon  petition  to  the 
Director  to  restore  jurisdiction  over  the  application  to  the 
trademark  examining  attorney  for  consideration  of  the  amend- 
ment and  further  examination.  The  amendment  of  an  applica- 
tion that  is  the  subject  of  an  inter  partes  proceeding  before  the 
Trademark  Trial  and  Appeal  Board  is  governed  by  §  2.133. 

23.  Revise  §  2.101  to  read  as  follows: 
§  2.101  Filing  an  opposition. 

(a)  An  opposition  proceeding  is  commenced  by  filing  a 
timely  opposition,  together  with  the  required  fee,  in  the  Office. 

(b)  Any  person  who  believes  that  he,  she  or  it  would  be 
damaged  by  the  registration  of  a  mark  on  the  Principal  Register 
may  file  an  opposition  addressed  to  the  Trademark  Trial  and 
Appeal  Board.  The  opposition  need  not  be  verified,  and  must 
be  signed  by  the  opposer  or  the  opposer's  attorney,  as  specified 
in  §  10.1(c)  of  this  chapter,  or  other  authorized  representative, 
as  specified  in  §  10.14(b)  of  this  chapter.  Electronic  signatures 
pursuant  to  §  1.4(d)(l)(iii)  of  this  chapter  are  required  for 
oppositions  submitted  electronically  under  paragraphs  (b)(1) 
or  (2)  of  this  section. 

(1)  An  opposition  to  an  application  based  on  section  1  or  44 
of  the  Act  must  be  filed  either  on  paper  or  through  ESTTA. 

(2)  An  opposition  to  an  application  based  on  section  66(a)  of 
the  Act  must  be  filed  through  ESTTA. 

(c)  The  opposition  must  be  filed  within  thirty  days  after 
publication  (§  2.80)  of  the  application  being  opposed  or  within 
an  extension  of  time  (§  2.102)  for  filing  an  opposition. 

(d)(1)  The  opposition  must  be  accompanied  by  the  required 
fee  for  each  party  joined  as  opposer  for  each  class  in  the 
application  for  which  registration  is  opposed  (see  §  2.6). 

(2)  A  timely  opposition  submitted  through  ESTTA  will  not 
be  accepted  if  it  is  accompanied  by  a  fee  that  is  insufficient  to 
pay  in  full  for  each  named  party  opposer  to  oppose  the 
registration  of  a  mark  in  each  class  specified  in  the  opposition. 

(3)  If  a  timely  opposition  is  submitted  on  paper,  the 
following  is  applicable  if  less  than  all  required  fees  are 
submitted: 

(i)  If  the  opposition  is  accompanied  by  no  fee  or  a  fee 
insufficient  to  pay  for  one  person  to  oppose  the  registration  of 
a  mark  in  at  least  one  class,  the  opposition  will  be  refused. 

(ii)  If  the  opposition  is  accompanied  by  fees  sufficient  to  pay 
for  one  person  to  oppose  registration  in  at  least  one  class,  but 
fees  are  insufficient  to  oppose  registration  in  all  the  classes  in 
the  apphcation,  and  the  particular  class  or  classes  against 
which  the  opposition  is  filed  are  not  specified,  the  opposition 
will  be  presumed  to  be  against  the  class  or  classes  in  ascending 
numerical  order,  including  only  the  number  of  classes  in  the 
application  for  which  sufficient  fees  have  been  submitted. 

(iii)  If  persons  are  joined  as  party  opposers,  each  must 
submit  a  fee  for  each  class  for  which  opposition  is  sought.  If 
the  fees  submitted  are  sufficient  to  pay  for  one  person  to 


oppose  registration  in  at  least  one  class,  but  are  insufficient  for 
each  named  party  opposer,  the  first-named  party  will  be 
presumed  to  be  the  party  opposer.  Additional  parties  will  be 
deemed  to  be  party  opposers  only  to  the  extent  that  the  fees 
submitted  are  sufficient  to  pay  the  fee  due  for  each  party 
opposer.  If  persons  are  joined  as  party  opposers  against  a 
multiple  class  application,  the  fees  submitted  are  insufficient, 
and  no  specification  of  opposers  and  classes  is  made  at  the  time 
the  party  is  joined,  the  fees  submitted  will  be  applied  first  on 
behalf  of  the  first-named  opposer  against  as  many  of  the 
classes  in  the  application  as  the  submitted  fees  are  sufficient  to 
pay.  Any  excess  will  be  applied  on  behalf  of  the  second-named 
party  to  the  opposition  against  the  classes  in  the  application  in 
ascending  numerical  order. 

24.  Revise  §  2.102  to  read  as  follows: 

§  2.102  Extension  of  time  for  filing  an  opposition. 

(a)  Any  person  who  believes  that  he,  she  or  it  would  be 
damaged  by  the  registration  of  a  mark  on  the  Principal  Register 
may  file  a  written  request  to  extend  the  time  for  filing  an 
opposition.  The  written  request  must  be  signed  by  the  potential 
opposer  or  by  the  potential  opposer's  attorney,  as  specified  in 
§  10.1(c)  of  this  chapter,  or  authorized  representative,  as 
specified  in  §  10.14(b)  of  this  chapter.  Electronic  signatures 
pursuant  to  §  1.4(d)(l)(iii)  of  this  chapter  are  required  for 
electronically  filed  extension  requests. 

(1)  A  written  request  to  extend  the  time  for  filing  an 
opposition  to  an  application  filed  under  section  1  or  44  of  the 
Act  must  be  filed  either  on  paper  or  through  ESTTA. 

(2)  A  written  request  to  extend  the  time  for  filing  an 
opposition  to  an  application  filed  under  section  66(a)  of  the  Act 
must  be  filed  through  ESTTA. 

(b)  A  written  request  to  extend  the  time  for  filing  an 
opposition  must  identify  the  potential  opposer  with  reasonable 
certainty.  Any  opposition  filed  during  an  extension  of  time 
should  be  in  the  name  of  the  person  to  whom  the  extension  was 
granted.  An  opposition  may  be  accepted  if  the  person  in  whose 
name  the  extension  was  requested  was  misidentified  through 
mistake  or  if  the  opposition  is  filed  in  the  name  of  a  person  in 
privity  with  the  person  who  requested  and  was  granted  the 
extension  of  time. 

(c)  A  person  may  file  no  more  than  two  requests  to  extend 
the  time  for  filing  an  opposition.  The  time  for  filing  an 
opposition  shall  not  be  extended  beyond  120  days  from  the 
date  of  publication.  A  request  to  extend  the  time  for  filing  an 
opposition  must  be  filed  in  the  Office  and  addressed  to  the 
Trademark  Trial  and  Appeal  Board. 

( 1 )  If  two  consecutive  requests  to  extend  the  time  for  filing 
an  opposition  are  filed: 

(i)  A  first  request  for  an  extension  of  time  for  thirty  days 
must  be  filed  before  thirty  days  have  expired  from  the  date  of 
publication,  and  will  be  granted  upon  request;  and 

(ii)  A  second  request  for  an  extension  of  time  for  sixty  days 
must  be  filed  before  the  previously  granted  thirty-day  exten- 
sion of  time  has  expired,  and  will  be  granted  by  the  Board  only 
for  good  cause  shown.  No  further  extensions  of  time  to  file  an 
opposition  will  be  granted  under  any  circumstances. 

(2)  Alternatively,  a  potential  opposer  may  file  a  single 
request  for  an  extension  of  time  for  90  days  for  good  cause 
shown.  Such  a  request  must  be  filed  before  thirty  days  have 
expired  from  the  date  of  publication,  and  will  be  granted  by  the 
Board  only  for  good  cause  shown.  If  a  potential  opposer  does 
not  show  good  cause,  the  Board  will  treat  the  request  as  a  first 
request  for  extension  of  time  for  thirty  days  under  § 
2.102(c)(1). 

25.  Revise  §  2.104(a)  to  read  as  follows: 

§  2.104  Contents  of  opposition. 

(a)  The  opposition  must  set  forth  a  short  and  plain  statement 
showing  why  the  opposer  believes  it  would  be  damaged  by  the 
registration  of  the  opposed  mark  and  state  the  grounds  for 
opposition. 

***** 


26.  Revise  §  2.105  and  its  heading  to  read  as  follows: 
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§  2.105  Notification  to  parties  of  opposition  proceeding(s). 

When  an  opposition  in  proper  form  has  been  filed  and  the 
correct  fee(s)  has  been  submitted,  the  Trademark  Trial  and 
Appeal  Board  shall  prepare  a  notification,  which  shall  identify 
the  title  and  number  of  the  proceeding  and  the  application 
involved  and  shall  designate  a  time,  not  less  than  thirty  days 
from  the  mailing  date  of  the  notification,  within  which  an 
answer  must  be  filed.  A  copy  of  the  notification  shall  be 
forwarded  to  opposer's  attorney,  as  defined  in  §  10.1(c)  of  this 
chapter,  or  other  authorized  representative,  as  defined  in  § 
10.14(b)  of  this  chapter,  if  any,  or  to  opposer's  domestic 
representative,  if  any,  or  to  opposer.  The  Board  shallforward  a 
copy  of  the  opposition  and  any  exhibits  with  a  copy  of  the 
notification  to  applicant's  attorney,  other  authorized  represen- 
tative, or  domestic  representative,  if  any,  or  to  the  applicant. 

27.  Revise  §  2.107  to  read  as  follows: 

§  2.107  Amendment  of  pleadings  in  an  opposition  proceed- 
ing. 

(a)  Pleadings  in  an  opposition  proceeding  against  an  appli- 
cation filed  under  sections  1  or  44  of  the  Act  may  be  amended 
in  the  same  manner  and  to  the  same  extent  as  in  a  civil  action 
in  a  United  States  district  court,  except  that,  after  the  close  of 
the  time  period  for  filing  an  opposition  including  any  extension 
of  time  for  filing  an  opposition,  an  opposition  may  not  be 
amended  to  add  to  the  goods  or  services  opposed. 

(b)  Pleadings  in  an  opposition  proceeding  against  an  appli- 
cation filed  under  section  66(a)  of  the  Act,  may  be  amended  in 
the  same  manner  and  to  the  same  extent  as  in  a  civil  action  in 
a  United  States  district  court,  except  that,  once  filed,  the 
opposition  may  not  be  amended  to  change  or  add  to  the 
grounds  for  opposition  or  to  add  to  the  goods  or  services 
opposed. 

28.  Revise  §  2.111  to  read  as  follows: 
§  2.111  Filing  petition  for  cancellation. 

(a)  A  cancellation  proceeding  is  commenced  by  the  filing  of 
a  timely  petition  for  cancellation,  together  with  the  required 
fee,  in  the  Office. 

(b)  Any  person  who  beheves  that  he,  she  or  it  is  or  will  be 
damaged  by  a  registration  may  file  a  petition,  addressed  to  the 
Trademark  Trial  and  Appeal  Board,  to  cancel  the  registration  in 
whole  or  in  part.  The  petition  need  not  be  verified,  and  must  be 
signed  by  the  petitioner  or  the  petitioner's  attorney,  as  specified 
in  §  10.1(c)  of  this  chapter,  or  other  authorized  representative, 
as  specified  in  §  10.14(b)  of  this  chapter.  Electronic  signatures 
pursuant  to  §  1.4(d)(l)(iii)  of  this  chapter  are  required  for 
petitions  submitted  electronically.  *  *  * 

(c)(1)  The  petition  must  be  accompanied  by  the  required  fee 
for  each  party  joined  as  petitioner  for  each  class  in  the 
registration  for  which  cancellation  is  sought  (see  §  2.6). 

(2)  A  petition  submitted  through  ESTTA  will  not  be  accepted 
if  it  is  accompanied  by  a  fee  that  is  insufficient  to  pay  in  full  for 
each  named  party  petitioner  and  for  each  class  specified  in  the 
petition. 

(3)  If  the  petition  is  submitted  on  paper,  the  following  is 
applicable  if  less  than  all  required  fees  are  submitted: 

(i)  If  the  petition  is  accompanied  by  no  fee  or  a  fee 
insufficient  to  pay  for  one  person  for  a  cancellation  in  at  least 
one  class,  the  cancellation  will  be  refused. 

(ii)  If  the  petition  is  accompanied  by  fees  sufficient  to  pay 
for  one  person  for  a  cancellation  in  at  least  one  class,  but  fees 
are  insufficient  for  a  cancellation  against  all  the  classes  in  the 
registration,  and  the  particular  class  or  classes  against  which 
the  cancellation  is  filed  are  not  specified,  the  cancellation  will 
be  presumed  to  be  against  the  class  or  classes  in  ascending 
numerical  order,  including  only  the  number  of  classes  in  the 
registration  for  which  sufficient  fees  have  been  submitted. 

(iii)  If  persons  are  joined  as  party  petitioners,  each  must 
submit  a  fee  for  each  class  for  which  cancellation  is  sought.  If 
the  fees  submitted  are  sufficient  to  pay  for  one  person  to 
oppose  registration  in  at  least  one  class  but  are  insufficient  for 
each  named  party  petitioner,  the  first-named  party  will  be 
presumed  to  be  the  party  petitioner.  Additional  parties  will  be 
deemed  to  be  party  petitioners  only  to  the  extent  that  the  fees 
submitted  are  sufficient  to  pay  the  fee  due  for  each  party 
petitioner.  If  persons  are  joined  as  party  petitioners  against  a 
multiple  class  registration,  the  fees  submitted  are  insufficient, 
and  no  specification  of  parties  and  classes  is  made  at  the  time 


the  party  is  joined,  the  fees  submitted  will  be  applied  first  on 
behalf  of  the  first-named  petitioner  against  as  many  of  the 
classes  in  the  registration  as  the  submitted  fees  are  sufficient  to 
pay.  Any  excess  will  be  applied  on  behalf  of  the  second-named 
party  to  the  cancellation  against  the  classes  in  the  appUcation 
in  ascending  numerical  order. 

(4)  The  filing  date  of  the  petition  is  the  date  of  receipt  in  the 
Office  of  the  petition  together  with  the  required  fee. 

29.  Revise  §  2.112  to  read  as  follows: 

§  2.112  Contents  of  petition  for  cancellation. 

(a)  The  petition  must  set  forth  a  short  and  plain  statement 
showing  why  the  petitioner  believes  he,  she  or  it  is  or  will  be 
damaged  by  the  registration,  state  the  grounds  for  cancellation, 
and  indicate,  to  the  best  of  petitioner's  knowledge,  the  name 
and  address  of  the  current  owner  of  the  registration. 

(b)  When  appropriate,  petitions  to  cancel  different  registra- 
tions owned  by  the  same  party  may  be  joined  in  a  consolidated 
petition.  The  required  fee  must  be  included  for  each  party 
joined  as  a  petitioner  for  each  class  sought  to  be  cancelled  in 
each  registration  against  which  the  petition  to  cancel  is  filed. 

30.  Revise  §  2.113  and  its  heading  to  read  as  follows: 

§  2.113  Notification  to  parties  of  cancellation  proceeding. 

(a)  When  a  petition  for  cancellation  has  been  filed  in  proper 
form  (see  §§2.111  and  2. 112),  the  Trademark  Trial  and  Appeal 
Board  shall  prepare  a  notification  which  shall  identify  the  title 
and  number  of  the  proceeding  and  the  registration(s)  involved 
and  shall  designate  a  time,  not  less  than  thirty  days  from  the 
mailing  date  of  the  notification,  within  which  an  answer  must 
be  filed.  A  copy  of  the  notification  shall  be  forwarded  to 
petitioner's  attorney,  as  defined  in  §  10.1(c)  of  this  chapter,  or 
other  authorized  representative,  as  defined  in  §  10.14(b)  of  this 
chapter,  if  any,  or  to  petitioner's  domestic  representative,  if 
any,  or  to  the  petitioner.  The  Board  shall  forward  a  copy  of  the 
petition  to  cancel  and  any  exhibits  with  a  copy  of  the 
notification  to  the  respondent  (see  §  2.118). 

(b)  The  respondent  shall  be  the  party  shown  by  the  records 
of  the  Office  to  be  the  current  owner  of  the  registration(s) 
sought  to  be  cancelled,  except  that  the  Board,  in  its  discretion, 
may  join  or  substitute  as  respondent  a  party  who  makes  a 
showing  of  a  current  ownership  interest  in  such  registration(s). 

(c)  When  the  party  identified  by  the  petitioner,  pursuant  to  § 
2.112(a),  as  the  curtent  owner  of  the  registration(s)  is  not  the 
record  owner,  a  courtesy  copy  of  the  petition  for  cancellation 
shall  be  forwarded  with  a  copy  of  the  notification  to  the  alleged 
current  owner.  The  alleged  ciurent  owner  may  file  a  motion  to 
be  joined  or  substituted  as  respondent. 

(d)  If  the  petition  is  found  to  be  defective  as  to  form,  the 
party  filing  the  petition  shall  be  advised  and  allowed  reason- 
able time  for  correcting  the  informality. 

31.  Revise  §  2.118  to  read  as  follows: 

§  2.118  Undelivered  OfiBce  notices. 

When  a  notice  sent  by  the  Office  to  any  registrant  is  returned 
to  the  Office  undehvered,  additional  notice  may  be  given  by 
pubhcation  in  the  Official  Gazette  for  the  period  of  time 
prescribed  by  the  Director. 

32.  Amend  §  2.123  by  revising  paragraph  (g)(1)  to  read  as 
follows: 

§  2.123  Trial  testimony  in  inter  partes  cases. 

(g)  Form  of  deposition.  (1)  The  pages  of  each  deposition 
must  be  numbered  consecutively,  and  the  name  of  the  witness 
plainly  and  conspicuously  written  at  the  top  of  each  page.  A 
deposition  must  be  in  written  form.  The  questions  propounded 
to  each  witness  must  be  consecutively  numbered  unless  the 
pages  have  numbered  lines.  Each  question  must  be  followed  by 
its  answer. 

33.  Add  new  §  2.126  to  read  as  follows: 
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§  2.126  Form  of  submissions  to  the  Trademark  Trial  and 
Appeal  Board. 

(a)  Submissions  may  be  made  to  the  Trademark  Trial  and 
Appeal  Board  on  paper  where  the  rules  in  this  part  or  Board 
practice  permit.  A  paper  submission,  including  exhibits  and 
depositions,  must  meet  the  following  requirements: 

(1)  A  paper  submission  must  be  printed  in  at  least  11 -point 
type  and  double-spaced,  with  text  on  one  side  only  of  each 
sheet; 

(2)  A  paper  submission  must  be  8  to  8.5  inches  (20.3  to  21.6 
cm.)  wide  and  11  to  11.69  inches  (27.9  to  29.7  cm.)  long,  and 
contain  no  tabs  or  other  such  devices  extending  beyond  the 
edges  of  the  paper; 

(3)  If  a  paper  submission  contains  dividers,  the  dividers 
must  not  have  any  extruding  tabs  or  other  devices,  and  must  be 
on  the  same  size  and  weight  paper  as  the  submission; 

(4)  A  paper  submission  must  not  be  stapled  or  bound; 

(5)  All  pages  of  a  paper  submission  must  be  numbered  and 
exhibits  shall  be  identified  in  the  manner  prescribed  in  § 
2.123(g)(2); 

(6)  Exhibits  pertaining  to  a  paper  submission  must  be  filed 
on  paper  or  CD-ROM  concurrently  therewith,  and  comply  with 
the  requirements  for  a  paper  or  CD-ROM  submission. 

(b)  Submissions  may  be  made  to  the  Trademark  Trial  and 
Appeal  Board  on  CD-ROM  where  the  rules  in  this  part  or 
Board  practice  permit.  A  CD-  ROM  submission  must  identify 
the  parties  and  case  number  and  contain  a  list  that  clearly 
identifies  the  documents  and  exhibits  contained  thereon.  This 
information  must  appear  in  the  data  contained  in  the  CD-  ROM 
itself,  on  a  label  affixed  to  the  CD-ROM,  and  on  the  packaging 
for  the  CD-ROM.  Text  in  a  CD-ROM  submission  must  be  in  at 
least  11 -point  type  and  double-spaced.  A  brief  filed  on  CD- 
ROM  must  be  accompanied  by  a  single  paper  copy  of  the  brief. 
A  CD-ROM  submission  must  be  accompanied  by  a  transmittal 
letter  on  paper  that  identifies  the  parties,  the  case  number  and 
the  contents  of  the  CD-ROM. 

(c)  Submissions  may  be  made  to  the  Trademark  Trial  and 
Appeal  Board  electronically  via  the  Internet  where  the  rules  in 
this  part  or  Board  practice  permit,  according  to  the  parameters 
established  by  the  Board  and  published  at  http://frwebgate.ac- 
cess.gpo.gov/cgi-bin/leaving.cgi?from=leavingFR.html&log= 
linklog&to=http://www.uspto.gov.  Text  in  an  electronic  sub- 
mission must  be  in  at  least  11 -point  type  and  double-spaced. 
Exhibits  pertaining  to  an  electronic  submission  must  be  made 
electronically  as  an  attachment  to  the  submission. 

(d)  To  be  handled  as  confidential,  submissions  to  the 
Trademark  Trial  and  Appeal  Board  that  are  confidential  in 
whole  or  part  pursuant  to  §  2.125(e),  must  be  submitted  under 
a  separate  cover.  Both  the  submission  and  its  cover  must  be 
marked  confidential  and  identify  the  case  number  and  the 
parties.  A  copy  of  the  submission  with  the  confidential  portions 
redacted  must  be  submitted. 

34.  Revise  §  2.127(a)  to  read  as  follows: 

§  2.127  Motions. 

(a)  Every  motion  shall  be  submitted  in  written  form  and 
must  meet  the  requirements  prescribed  in  §  2.126.  It  shall 
contain  a  full  statement  of  the  grounds,  and  shall  embody  or  be 
accompanied  by  a  brief.  Except  as  provided  in  paragraph  (e)(1) 
of  this  section,  a  brief  in  response  to  a  motion  shall  be  filed 
within  fifteen  days  from  the  date  of  service  of  the  motion 
unless  another  time  is  specified  by  the  Trademark  Trial  and 
Appeal  Board,  or  the  time  is  extended  by  stipulation  of  the 
parties  approved  by  the  Board,  or  upon  motion  granted  by  the 
Board,  or  upon  order  of  the  Board.  If  a  motion  for  an  extension 
is  denied,  the  time  for  responding  to  the  motion  remains  as 
specified  under  this  section,  unless  otherwise  ordered.  The 
Board  may,  in  its  discretion,  consider  a  reply  brief.  Except  as 
provided  in  paragraph  (e)(1)  of  this  section,  a  reply  brief,  if 
filed,  shall  be  filed  within  fifteen  days  from  the  date  of  service 
of  the  brief  in  response  to  the  motion.  The  time  for  filing  a 
reply  brief  will  not  be  extended.  No  further  papers  in  support 
of  or  in  opposition  to  a  motion  will  be  considered  by  the  Board. 
The  brief  in  support  of  a  motion  and  the  brief  in  response  to  the 
motion  shall  not  exceed  twenty-five  pages  in  length,  and  a 
reply  brief  shall  not  exceed  ten  pages  in  length.  Exhibits 
submitted  in  support  of  or  in  opposition  to  a  motion  shall  not 
be  deemed  to  be  part  of  the  brief  for  purposes  of  determining 
the  length  of  the  brief.  When  a  party  fails  to  file  a  brief  in 


response  to  a  motion,  the  Board  may  treat  the  motion  as 
conceded.  An  oral  hearing  will  not  be  held  on  a  motion  except 
on  order  by  the  Board. 

35.  Amend  §  2.128  by  revising  paragraph  (b)  to  read  as 
follows: 

§  2.128  Briefs  at  final  hearing. 

(b)  Briefs  must  be  submitted  in  written  form  and  must  meet 
the  requirements  prescribed  in  §  2.126.  Each  brief  shall  contain 
an  alphabetical  index  of  cited  cases.  Without  prior  leave  of  the 
Trademark  Trial  and  Appeal  Board,  a  main  brief  on  the  case 
shall  not  exceed  fifty-five  pages  in  length  in  its  entirety, 
including  the  table  of  contents,  index  of  cases,  description  of 
the  record,  statement  of  the  issues,  recitation  of  the  facts, 
argument,  and  summary;  and  a  reply  brief  shall  not  exceed 
twenty-five  pages  in  its  entirety. 

36.  Revise  §  2.130  and  its  heading  to  read  as  follows: 

§  2.130  New  matter  suggested  by  the  trademark  examining 
attorney. 

If,  while  an  inter  partes  proceeding  involving  an  application 
under  section  1  or  44  of  the  Act  is  pending,  facts  appear  which, 
in  the  opinion  of  the  trademark  examining  attorney,  render  the 
mark  in  the  application  unregistrable,  the  facts  should  be  called 
to  the  attention  of  the  Trademark  Trial  and  Appeal  Board.  The 
Board  may  suspend  the  proceeding  and  refer  the  application  to 
the  trademark  examining  attorney  for  an  ex  parte  determina- 
tion of  the  question  of  registrability.  A  copy  of  the  trademark 
examining  attorney's  final  action  will  be  furnished  to  the 
parties  to  the  inter  partes  proceeding  following  the  final 
determination  of  registrability  by  the  trademark  examining 
attorney  or  the  Board  on  appeal.  The  Board  will  consider  the 
application  for  such  further  inter  partes  action  as  may  be 
appropriate. 

37.  Revise  §  2.131  to  read  as  follows: 

§  2.131  Remand  after  decision  in  inter  partes  proceeding. 

If,  during  an  inter  partes  proceeding  involving  an  application 
under  section  1  or  44  of  the  Act,  facts  are  disclosed  which 
appear  to  render  the  mark  unregistrable,  but  such  matter  has 
not  been  tried  under  the  pleadings  as  filed  by  the  parties  or  as 
they  might  be  deemed  to  be  amended  under  Rule  15(b)  of  the 
Federal  Rules  of  Civil  Procedure  to  conform  to  the  evidence, 
the  Trademark  Trial  and  Appeal  Board,  in  lieu  of  determining 
the  matter  in  the  decision  on  the  proceeding,  may  remand  the 
application  to  the  trademark  examining  attorney  for  reexami- 
nation in  the  event  the  applicant  ultimately  prevails  in  the  inter 
partes  proceeding.  Upon  remand,  the  trademark  examining 
attorney  shall  reexamine  the  application  in  light  of  the  refer- 
ence by  the  Board.  If,  upon  reexamination,  the  trademark 
examining  attorney  finally  refuses  registration  to  the  applicant, 
an  appeal  may  be  taken  as  provided  by  §§  2.141  and  2.142. 

38.  Amend  §  2.142  by  revising  paragraphs  (a)  and  (b)(2)  to 
read  as  follows: 

§  2.142  Time  and  manner  of  ex  parte  appeals. 

(a)  Any  appeal  filed  under  the  provisions  of  §  2. 141  must  be 
filed  within  six  months  from  the  date  of  the  final  refusal  or  the 
date  of  the  action  from  which  the  appeal  is  taken.  An  appeal  is 
taken  by  filing  a  notice  of  appeal  in  written  form,  as  prescribed 
in  §  2.126,  and  paying  the  appeal  fee. 

(b)  *  *  * 

(2)  Briefs  must  be  submitted  in  written  form  and  must  meet 
the  requirements  prescribed  in  §  2.126.  Each  brief  shall  contain 
an  alphabetical  index  of  cited  cases.  Without  prior  leave  of  the 
Trademark  Trial  and  Appeal  Board,  a  brief  shall  not  exceed 
twenty-five  pages  in  length  in  its  entirety,  including  the  table  of 
contents,  index  of  cases,  description  of  the  record,  statement  of 
the  issues,  recitation  of  the  facts,  argument,  and  summary. 
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39.  Amend  §  2.145  by  revising  paragraphs  (b)(3),  (c)(3)  and 
(c)(4)  to  read  as  follows: 

§  2.145  Appeal  to  court  and  civil  action. 

/jj\  *  *  * 

(3)  The  notice,  if  mailed  to  the  Office,  shall  be  addressed  as 
follows:  Office  of  the  General  Counsel,  P.O.  Box  15667, 
Arlington,  Virginia  22215,  and  should  include  a  duplicate  copy 
addressed  to  the  Trademark  Trial  and  Appeal  Board. 

{ C*\      'F      'T'      "l^ 

(3)  Any  adverse  party  to  an  appeal  taken  to  the  U.S.  Court 
of  Appeals  for  the  Federal  Circuit  by  a  defeated  party  in  an 
inter  partes  proceeding  may  file  a  notice  with  the  Office, 
addressed  to  the  Office  of  the  General  Counsel,  within  twenty 
days  after  the  filing  of  the  defeated  party's  notice  of  appeal  to 
the  court  (paragraph  (b)  of  this  section),  electing  to  have  all 
further  proceedings  conducted  as  provided  in  section  21(b)  of 
the  Act.  The  notice  of  election  must  be  served  as  provided  in 
§  2.119. 

(4)  In  order  to  avoid  premature  termination  of  a  proceeding, 
a  party  who  commences  a  civil  action,  pursuant  to  section 
21(b)  of  the  Act,  must  file  written  notice  thereof  at  the 
Trademark  Trial  and  Appeal  Board. 

40.  Amend  §  2. 146  by  revising  paragraphs  (c)  and  (i)  to  read 
as  follows: 

§  2.146  Petitions  to  the  Director. 

(c)  Every  petition  to  the  Director  shall  include  a  statement  of 
the  facts  relevant  to  the  petition,  the  points  to  be  reviewed,  the 
action  or  relief  that  is  requested,  and  the  fee  required  by  §  2.6. 
Any  brief  in  support  of  the  petition  shall  be  embodied  in  or 
accompany  the  petition.  When  facts  are  to  be  proved  in  ex 
parte  cases,  proof  in  the  form  of  affidavits  or  declarations  in 
accordance  with  §  2.20,  and  any  exhibits,  shall  accompany  the 
petition. 

(i)  Where  a  petitioner  seeks  to  reactivate  an  application  or 
registration  that  was  abandoned,  cancelled  or  expired  because 
papers  were  lost  or  mishandled,  the  Director  may  deny  the 
petition  if  the  petitioner  was  not  diligent  in  checking  the  status 
of  the  application  or  registration.  To  be  considered  diligent,  a 
petitioner  must: 

(1)  During  the  pendency  of  an  application,  check  the  status 
of  the  application  every  six  months  between  the  filing  date  of 
the  application  and  issuance  of  a  registration; 

(2)  After  filing  an  affidavit  of  use  or  excusable  nonuse  under 
section  8  or  71  of  the  Act,  or  a  renewal  application  under 
section  9  of  the  Act,  check  the  status  of  the  registration  every 
six  months  until  the  petitioner  receives  notice  that  the  affidavit 
or  renewal  apphcation  has  been  accepted;  and 

(3)  If  the  status  check  reveals  that  the  Office  has  not  received 
a  paper  filed  by  the  petitioner,  or  that  the  Office  has  issued  an 
action  or  notice  that  the  petitioner  has  not  received,  the 
petitioner  must  request  corrective  action. 

41.  Revise  §  2.151  to  read  as  follows: 

§  2.151  Certificate. 

When  the  Office  determines  that  a  mark  is  registrable,  the 
Office  will  issue  a  certificate  stating  that  the  applicant  is 
entitled  to  registration  on  the  Principal  Register  or  on  the 
Supplemental  Register.  The  certificate  will  state  the  apphcation 
fiUng  date,  the  act  under  which  the  mark  is  registered,  the  date 
of  issue,  and  the  number  of  the  registration.  A  reproduction  of 
the  mark  and  pertinent  data  from  the  application  will  be  sent 
with  the  certificate.  A  notice  of  the  requirements  of  sections  8 
and  7 1  of  the  Act  will  accompany  the  certificate. 

42.  Revise  §  2.171  to  read  as  follows: 


§  2.171  New  certificate  on  change  of  ownership. 

(a)  If  the  ownership  of  a  registered  mark  changes,  the 
assignee  may  request  that  a  new  certificate  of  registration  be 
issued  in  the  name  of  the  assignee  for  the  unexpired  part  of  the 
original  period.  The  assignment  must  be  recorded  in  the  Office, 
and  the  request  for  the  new  certificate  must  be  signed  by  the 
assignee  and  accompanied  by  the  fee  required  by  §  2.6(a)(8). 
If  available,  the  original  certificate  of  registration  must  be 
submitted. 

(b)  When  ownership  of  a  registration  has  changed  with 
respect  to  some,  but  not  all,  of  the  goods  and/or  services,  the 
registrant(s)  may  file  a  request  that  the  registration  be  physi- 
cally divided  into  two  or  more  separate  registrations.  The  fee 
required  by  §  2.6(a)(8)  must  be  paid  for  each  new  separate 
registration  created  by  the  division,  and  the  change  of  owner- 
ship must  be  recorded  in  the  Office. 

43.  Add  a  new  part  7,  to  read  as  follows: 

PART  7— RULES  OF  PRACTICE  IN  FILINGS  PURSU- 
ANT TO  THE  MADRID  PROTOCOL 


Authority:  15  U.S.C. 
noted. 


1123,  35  U.S.C.  2,  unless  otherwise 


Subpart  A — General  Information 

§  7.1  Definitions  of  terms  as  used  in  this  part. 

(a)  The  Act  means  the  Trademark  Act  of  1946,  60  Stat.  427, 
as  amended,  codified  in  15  U.S.C.  1051  et  seq. 

(b)  Subsequent  designation  means  a  request  for  extension  of 
protection  of  an  international  registration  to  a  Contracting 
Party  made  after  international  registration. 

(c)  The  acronym  TEAS  means  the  Trademark  Electronic 
Application  System  available  online  through  the  Office's  web 
site  at:  http://frwebgate.access.gpo.gov/cgi-bin/ 
leaving. cgi?from=leavingFR.html&log= 
linklog&to=www.uspto.gov. 

(d)  The  term  Office  means  the  United  States  Patent  and 
Trademark  Office. 

§  7.3  Correspondence  must  be  in  English. 

All  correspondence  relating  to  international  apphcations  and 
registrations  and  requests  for  extension  of  protection  filed  in 
the  Office  must  be  in  English.  The  Office  will  not  process 
correspondence  that  is  in  a  language  other  than  English. 

§  7.4  Receipt  of  correspondence. 

Correspondence  relating  to  international  applications  and 
registrations  and  requests  for  extension  of  protection  transmit- 
ted electronically  will  be  accorded  the  date  and  time  on  which 
the  complete  transmission  is  received  in  the  Office  based  on 
Eastern  Time.  Eastern  Time  means  eastern  standard  time  or 
eastern  daylight  time,  as  appropriate. 

§  7.6  Schedule  of  U.S.  process  fees. 

(a)  The  Office  requires  the  following  process  fees: 

(1)  For  certifying  an  international  application  based  on  a 
single  basic  application  or  registration,  per  class — $100.00 

(2)  For  certifying  an  international  application  based  on  more 
than  one  basic  application  or  registration,  per  class — $150.00 

(3)  For  transmitting  a  request  to  record  an  assignment  or 
restriction  under  §  7.23  or  §  7.24— $100.00 

(4)  For  filing  a  notice  of  replacement,  per  class — $100.00 

(5)  For  filing  an  affidavit  under  section  71  of  the  Act,  per 
class— $100.00 

(6)  Surcharge  for  fihng  an  affidavit  under  section  71  of  the 
Act  during  the  grace  period,  per  class — $100.00 

(7)  For  transmitting  a  subsequent  designation — $100.00 

(b)  The  fees  required  in  paragraph  (a)  of  this  section  must  be 
paid  in  U.S.  dollars  at  the  time  of  filing.  See  §  1.23  of  this 
chapter  for  acceptable  forms  of  payment  and  §  1.24  of  this 
chapter  for  payments  using  a  deposit  account  estabhshed  in  the 
Office. 
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§  7.7  Payments  of  fees  to  International  Bureau. 

(a)  The  schedule  of  fees  required  by  the  International  Bureau 
and  fee  calculator  may  be  viewed  online  at:  http://frwebgate- 
.access.gpo.gov/cgi-bin/ 

leaving. cgi?from=leavingFR.html&log=       linklog&to=http:// 
www.wipo.int/madrid. 

(b)  The  following  fees  required  by  the  International  Bureau 
may  be  paid  either  directly  to  the  International  Bureau  or 
through  the  Office: 

(1)  International  application  fee; 

(2)  Fee  for  correcting  irregularities  in  an  international 
application; 

(3)  Subsequent  designation  fee;  and 

(4)  Recording  fee  for  an  assignment  of  or  restriction  to  an 
international  registration  under  §  7.23  or  §  7.24. 

(c)  The  fees  required  in  paragraph  (b)  of  this  section  may  be 
paid  as  follows: 

(l)(i)  Directly  to  the  International  Bureau  by  debit  to  a 
current  account  with  the  International  Bureau.  As  proof  of 
payment  in  this  case,  an  applicant  or  holder's  submission  to  the 
Office  must  include  the  International  Bureau  account  number; 
or 

(ii)  Directly  to  the  International  Bureau  using  any  other 
method  of  payment.  As  proof  of  payment  in  this  case,  an 
applicant  or  holder's  submission  to  the  Office  must  include  the 
International  Bureau  receipt  number  for  payment  of  the  fees; 
or 

(2)  Through  the  Office.  Fees  paid  through  the  Office  must  be 
paid  in  U.S.  dollars  at  the  time  of  submission.  See  §  1.23  of 
this  chapter  for  acceptable  forms  of  payment  and  §  1.24  of  this 
chapter  for  payments  using  a  deposit  account  established  in  the 
Office. 


Subpart  B — International  Application  Originating  From 
the  United  States 


§  7.11  Requirements  for  international  application  originat- 
ing from  the  United  States. 

(a)  The  Office  will  grant  a  date  of  receipt  to  an  international 
application  that  is  submitted  through  TEAS  and  contains  all  of 
the  following: 

(1)  The  filing  date  and  serial  number  of  the  basic  application 
and/  or  the 

registration  date  and  registration  number  of  the  basic  regis- 
tration; 

(2)  The  name  and  address  of  the  international  applicant  that 
are  identical  to  the  name  and  address  of  the  applicant  or 
registrant  as  they  appear  in  the  basic  application  or  basic 
registration; 

(3)  A  reproduction  of  the  mark  that  is  identical  to  the  mark 
in  the  basic  application  and/or  registration  and  meets  the 
requirements  of  §  2.52  of  this  chapter.  If  the  mark  in  the  basic 
application  and/or  registration  is  depicted  in  black  and  white, 
the  mark  in  the  international  apphcation  must  be  black  and 
white.  If  the  mark  in  the  basic  application  and/or  registration  is 
depicted  in  color,  the  mark  in  the  international  application 
must  be  in  color; 

(4)  A  color  claim  as  set  out  in  §  7.12,  if  appropriate; 

(5)  A  description  of  the  mark  that  is  identical  to  the 
description  of  the  mark  in  the  basic  application  or  registration, 
as  appropriate; 

(6)  An  indication  of  the  type  of  mark  if  the  mark  in  the  basic 
application  and/or  registration  is  a  three-dimensional  mark,  a 
sound  mark,  a  collective  mark  or  a  certification  mark; 

(7)  A  list  of  the  goods  and/or  services  that  is  identical  to  or 
narrower  than  the  list  of  goods  and/or  services  in  each  claimed 
basic  application  or  registration  and  classified  according  to  the 
Nice  Agreement  Concerning  the  International  Classification  of 
Goods  and  Services  for  the  Purposes  of  the  Registration  of 
Marks; 

(8)  A  list  of  the  Contracting  Parties  designated  for  an 
extension  of  protection.  If  the  goods  and/or  services  in  the 
international  application  are  not  the  same  for  all  Contracting 
Parties,  the  application  must  include  a  list  of  the  goods  and/or 
services  in  the  international  application  that  pertain  to  each 
designated  Contracting  Party; 

(9)  The  certification  fee  required  by  §  7.6,  and  the  interna- 
tional application  fees  for  all  classes  and  designated  Contract- 
ing Parties  identified  in  the  international  application  (see  § 
7.7); 


(10)  A  statement  that  the  applicant  is  entitled  to  file  an 
international  application  in  the  Office,  specifying  that  appli- 
cant: is  a  national  of  the  United  States;  has  a  domicile  in  the 
United  States;  or  has  a  real  and  effective  industrial  or  com- 
mercial establishment  in  the  United  States.  Where  an  appli- 
cant's address  is  not  in  the  United  States,  the  applicant  must 
provide  the  address  of  its  U.S.  domicile  or  establishment;  and 

( 1 1 )  An  e-mail  address  for  receipt  of  correspondence  from 
the  Office. 

(b)  For  requirements  for  certification,  see  §  7.13. 

§  7.12  Claim  of  color. 

(a)  If  color  is  claimed  as  a  feature  of  the  mark  in  the  basic 
application  and/or  registration,  the  international  applicant  must 
include  a  statement  that  color  is  claimed  as  a  feature  of  the 
mark  and  set  forth  the  same  name(s)  of  the  color(s)  claimed  in 
the  basic  application  and/or  registration.  If  the  basic  applica- 
tion and/or  registration  claim  color  as  a  feature  of  the  mark,  but 
the  mark  is  depicted  in  black  and  white,  the  international 
application  must  include  both  a  black  and  white  reproduction 
of  the  mark  and  a  color  reproduction  of  the  mark  that  meet  the 
requirements  of  §  2.52  of  this  chapter. 

(b)  If  color  is  not  claimed  as  a  feature  of  the  mark  in  the 
basic  application  and/or  registration,  color  may  not  be  claimed 
as  a  feature  of  the  mark  in  the  international  application. 

§  7.13  Certification  of  international  application. 

(a)  Where  an  international  application  contains  all  the 
elements  set  forth  in  §  7.11(a),  the  Office  will  certify  to  the 
International  Bureau  that  the  information  contained  in  the 
international  application  corresponds  to  the  information  con- 
tained in  the  basic  application(s)  and/or  basic  registration(s)  at 
the  time  of  certification,  and  will  forward  the  international 
application  to  the  International  Bureau. 

(b)  Where  an  international  application  does  not  meet  the 
requirements  of  §  7. 1 1(a),  the  Office  will  not  certify  or  forward 
the  international  application.  If  the  international  applicant  paid 
the  international  application  fees  required  by  §  7.7  through  the 
Office,  the  Office  will  refund  the  international  fees.  The  Office 
will  not  refund  the  certification  fee. 


§  7.14  Correcting  irregularities  in  international  applica- 
tion. 


(a)  Upon  receipt  of  a  notice  of  irregularities  in  an  interna- 
tional application  from  the  International  Bureau,  the  applicant 
must  respond  to  the  International  Bureau  within  the  period  set 
forth  in  the  notice.  Failure  to  file  a  timely  response  to  a  notice 
of  irregularities  may  result  in  the  abandonment  of  the  interna- 
tional application  by  the  International  Bureau. 

(b)  Classification  and  identification  of  goods  and  services. 
Responses  to  International  Bureau  notices  of  irregularities  in 
the  classification  or  identification  of  goods  or  services  in  an 
international  application  must  be  submitted  through  the  Office 
for  forwarding  to  the  International  Bureau.  The  Office  will  not 
review  the  response  or  respond  to  the  irregularities  on  behalf  of 
the  international  applicant. 

(c)  Fees.  If  the  International  Bureau  notifies  an  international 
applicant  that  the  fees  filed  in  connection  with  the  international 
application  are  insufficient  or  that  irregularities  in  the  classifi- 
cation of  goods  or  services  require  additional  fees,  the  inter- 
national applicant  must  pay  the  additional  fees  directly  to  the 
International  Bureau  or  through  the  Office  for  forwarding  to 
the  International  Bureau. 

(d)  An  international  applicant  submitting  a  response  or 
paying  additional  fees  to  the  International  Bureau  through  the 
Office  must  use  TEAS.  The  International  Bureau  must  receive 
the  response  or  fees  before  the  end  of  the  response  period  set 
forth  in  the  International  Bureau  notice,  even  if  the  response  or 
payment  of  fees  is  sent  through  the  Office.  To  assist  the  Office 
in  its  efforts  to  timely  transmit  the  response  or  fees  to  the 
International  Bureau,  the  response  or  fees  should  be  submitted 
as  soon  as  possible,  at  least  one  month  before  the  end  of  the 
response  period  in  the  International  Bureau's  notice. 

(e)  Other  Irregularities.  Except  for  irregularities  mentioned 
in  paragraphs  (b)  and  (c)  of  this  section,  responses  to  irregu- 
larities must  be  filed  directly  at  the  International  Bureau. 
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Subpart  C — Subsequent  Designation  Submitted  Through 
the  Office 

§  7.21  Subsequent  designation. 

(a)  A  subsequent  designation  may  be  filed  either  directly 
with  the  International  Bureau  or  submitted  through  the  Office. 

(b)  The  date  of  receipt  in  the  Office  of  a  subsequent 
designation  is  the  date  that  the  subsequent  designation  is 
submitted  through  TEAS  and  contains  all  of  the  following: 

(1)  The  international  registration  number; 

(2)  The  name  and  address  of  the  holder  of  the  international 
registration; 

(3)  A  statement  that  the  holder  is  entitled  to  file  a  subsequent 
designation  in  the  Office,  specifying  that  holder:  is  a  national 
of  the  United  States;  has  a  domicile  in  the  United  States;  or  has 
a  real  and  effective  industrial  or  commercial  establishment  in 
the  United  States.  Where  a  holder's  address  is  not  in  the  United 
States,  the  holder  must  provide  the  address  of  its  U.S.  domicile 
or  establishment; 

(4)  A  list  of  goods  and/or  services  that  is  identical  to  or 
narrower  than  the  list 

of  goods  and/or  services  in  the  international  registration; 

(5)  A  list  of  the  Contracting  Parties  designated  for  an 
extension  of  protection.  If  the  goods  and/or  services  in  the 
subsequent  designation  are  not  the  same  for  all  the  Contracting 
Parties  designated,  the  holder  must  include  a  list  of  the  goods 
and/or  services  covered  by  the  subsequent  designation  that 
pertain  to  each  designated  Contracting  Party; 

(6)  The  U.S.  transmittal  fee  required  by  §  7.6  and  the 
subsequent  designation  fees  required  by  the  International 
Bureau  (§  7.7);  and 

(7)  An  e-mail  address  for  receipt  of  correspondence  from  the 
Office. 

(c)  If  the  subsequent  designation  is  accorded  a  date  of 
receipt,  the  Office  will  forward  the  subsequent  designation  to 
the  International  Bureau. 

(d)  Correspondence  to  correct  any  irregularities  in  a  subse- 
quent designation  must  be  made  directly  with  the  International 
Bureau,  even  if  the  subsequent  designation  is  submitted 
through  the  Office.  If  such  correspondence  is  sent  to  the  Office, 
the  Office  will  not  process  the  correspondence. 

Subpart  D — Recording  Changes  to  International  Registra- 
tion 

§  7.22  Recording  changes  to  international  registration. 

(a)  All  requests  to  record  changes  to  an  international 
registration  must  be  filed  directly  with  the  International  Bu- 
reau, except  for  requests  to  record  changes  to  an  international 
registration  under  §§  7.23  and  7.24.  If  a  request  to  record  an 
assigrmient  or  restriction  of  a  holder's  right  of  disposal  of  an 
international  registration  meets  the  requirements  of  §  7.23  or 
7.24,  the  Office  will  forward  the  request  to  the  International 
Bureau. 

(b)  Assignments  or  restrictions  of  a  holder's  rights  of 
disposal  of  an  international  registration  must  be  recorded  by 
the  International  Bureau.  Section  10  of  the  Act  and  part  3  of 
this  chapter  are  not  applicable  to  such  assignments  or  restric- 
tions. 

(c)  When  the  Office  is  notified  by  the  International  Bureau  of 
an  assignment  or  restriction  of  a  holder's  right  of  disposal  of  an 
international  registration  with  an  extension  of  protection  to  the 
United  States,  the  Office  will  take  note  of  the  assignment  or 
restriction  in  its  records. 

§  7.23  Request  to  record  assignment  submitted  through  the 
Office. 

(a)  In  hmited  circumstances,  a  request  to  record  an  assign- 
ment of  an  international  registration  may  be  submitted  through 
the  Office  for  forwarding  to  the  International  Bureau.  The 
following  conditions  must  apply: 

(1)  The  assignee  cannot  obtain  the  assignor's  signature  on 
the  request  to  record  an  assignment;  and 

(2)  The  assignee  is  a  national  of  the  United  States,  has  a 
domicile  in  the  United  States,  or  has  a  real  and  effective 
industrial  or  commercial  establishment  in  the  United  States. 

(b)  The  assignee  must  submit  a  request  to  record  an 
assignment  under  paragraph  (a)  of  this  section  through  the 
Office  that  includes  all  of  the  following: 

(1)  The  international  registration  number; 


(2)  The  name  and  address  of  the  holder  of  the  international 
registration; 

(3)  The  name  and  address  of  the  assignee  of  the  international 
registration; 

(4)  A  statement  that  the  assignee:  is  a  national  of  the  United 
States;  has  a  domicile  in  the  United  States;  or  has  a  real  and 
effective  industrial  or  commercial  establishment  in  the  United 
States.  Where  an  assignee's  address  is  not  in  the  United  States, 
the  assignee  must  provide  the  address  of  its  U.S.  domicile  or 
establishment; 

(5)  A  list  of  the  designated  Contracting  Parties  with  respect 
to  which  the  international  registration  has  been  assigned; 

(6)  A  list  of  the  goods  and/or  services  in  the  international 
registration  that  have  been  assigned  and  the  designated  Con- 
tracting Parties  to  which  they  pertain; 

(7)  A  description  of  the  interest  conveyed;  and 

(8)  The  U.S.  transmittal  fee  required  by  §  7.6  and  the  fees 
required  by  the  International  Bureau  to  record  the  assignment 
(See  §  7.7). 

(c)  If  a  request  to  record  an  assigimient  contains  all  the 
elements  set  forth  in  paragraph  (b)  of  this  section,  the  Office 
will  forward  the  request  to  the  International  Bureau.  Forward- 
ing the  request  to  the  International  Bureau  is  not  a  determina- 
tion by  the  Office  of  the  validity  of  the  assignment  or  the  effect 
that  the  assignment  has  on  the  title  of  the  international 
registration. 

(d)  If  the  request  fails  to  contain  all  of  the  elements  set  forth 
in  paragraph  (b)  of  this  section,  the  Office  will  not  forward  the 
request.  The  Office  will  notify  the  assignee(s)  of  the  refusal  and 
the  reason(s)  for  the  refusal. 

(e)  Except  for  those  assignments  meeting  the  conditions  set 
forth  in  paragraph  (a)  of  this  section,  requests  to  record 
assignments  may  not  be  submitted  through  the  Office. 

§  7.24  Request  to  record  security  interest  or  other  restric- 
tion of  holder's  rights  of  disposal  submitted  through  the 
Office. 


(a)  In  limited  circumstances,  a  request  to  record  a  security 
interest  or  other  restriction  of  a  holder's  right  to  dispose  of  an 
international  registration  may  be  submitted  through  the  Office 
for  forwarding  to  the  International  Bureau.  The  following 
conditions  must  apply: 

(1)  The  restriction  is  the  result  of  an  agreement  between  the 
holder  of  the  international  registration  and  the  party  restricting 
the  holder's  right  of  disposal  and  is  not  the  result  of  a  court 
order;  and 

(2)  The  signature  of  the  holder  of  the  international  registra- 
tion cannot  be  obtained  for  the  request  to  record  the  restriction. 

(b)  The  party  who  obtained  a  restriction  of  the  holder's  right 
of  disposal  must  submit  a  request  to  record  the  restriction 
under  paragraph  (a)  of  this  section  through  the  Office  that 
includes  all  the  following: 

(1)  The  international  registration  number; 

(2)  The  name  and  address  of  the  holder  of  the  international 
registration; 

(3)  The  name  and  address  of  the  party  who  holds  the 
restriction; 

(4)  A  statement  that  the  party  who  submitted  the  request:  is 
a  national  of  the  United  States;  has  a  domicile  in  the  United 
States;  or  has  a  real  and  effective  industrial  or  commercial 
establishment  in  the  United  States.  Where  a  party's  address  is 
not  in  the  United  States,  the  party  must  provide  the  address  of 
its  U.S.  domicile  or  establishment; 

(5)  A  summary  of  the  main  facts  concerning  the  restriction; 
and 

(6)  A  list  of  the  Contracting  Parties  designated  in  the 
international  registration  to  which  the  restriction  applies. 

(c)  If  a  request  to  record  a  restriction  contains  all  of  the 
elements  set  forth  in  paragraph  (b)  of  this  section,  the  Office 
will  forward  the  request  to  the  International  Bureau.  Forward- 
ing the  request  to  the  International  Bureau  is  not  a  determina- 
tion by  the  Office  of  the  validity  of  the  restriction  or  the  effect 
that  the  restriction  has  on  the  holder's  right  to  dispose  of  the 
international  registration. 

(d)  If  the  request  fails  to  contain  all  the  elements  set  forth  in 
paragraph  (b)  of  this  section,  the  Office  will  not  forward  the 
request.  The  Office  will  notify  the  party  who  submitted  the 
request  of  the  refusal  and  the  reason(s)  for  the  refusal. 

(e)  Except  for  restrictions  meeting  the  conditions  set  forth  in 
paragraph  (a)  of  this  section,  restrictions  on  a  holder's  right  to 
dispose  of  an  international  registration  may  not  be  submitted 
through  the  Office. 
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Subpart  E — Extension  of  Protection  to  the  United  States 
§  7.25  Applicability  of  part  2  to  extension  of  protection. 

(a)  Except  for  §§  2.130,  2.131,  2.160  through  2.166,  2.168, 
and  2.181  through  2.186,  all  sections  in  part  2  of  this  chapter 
apply  to  a  request  for  extension  of  protection  of  an  interna- 
tional registration  to  the  United  States,  including  sections 
related  to  proceedings  before  the  Trademark  Trial  and  Appeal 
Board,  unless  stated  otherwise. 

(b)  For  purposes  of  examination,  a  request  for  an  extension 
of  protection  to  the  United  States  is  referred  to  as  an  applica- 
tion under  section  66(a)  of  the  Act.  and  references  to  applica- 
tions and  registrations  in  part  2  of  this  chapter  include 
extensions  of  protection  to  the  United  States. 

(c)  Upon  registration,  an  extension  of  protection  to  the 
United  States  is  referred  to  as  a  registration  or  a  registered 
extension  of  protection. 

§  7.26  Filing  date  of  extension  of  protection  for  purposes  of 
examination  in  the  Office. 

(a)  If  a  request  for  extension  of  protection  of  an  international 
registration  to  the  United  States  is  made  in  an  international 
application  and  the  request  includes  a  declaration  of  a  bona 
fide  intention  to  use  the  mark  in  commerce,  the  filing  date  of 
the  extension  of  protection  to  the  United  States  is  the  interna- 
tional registration  date. 

(b)  If  a  request  for  extension  of  protection  of  an  international 
registration  to  the  United  States  is  made  in  a  subsequent 
designation  and  the  request  includes  a  declaration  of  a  bona 
fide  intention  to  use  the  mark  in  commerce,  the  filing  date  of 
the  extension  of  protection  to  the  United  States  is  the  Interna- 
tional Bureau  date  of  recording  of  the  subsequent  designation. 

§  7.27  Priority  claim  of  extension  of  protection  for  purposes 
of  examination  in  the  Office. 

An  extension  of  protection  of  an  international  registration  to 
the  United  States  is  entitled  to  a  claim  of  priority  under  section 
67  of  the  Act  if: 

(a)  The  request  for  extension  of  protection  contains  a  claim 
of  priority; 

(b)  The  request  for  extension  of  protection  specifies  the 
filing  date,  serial  number  and  the  country  of  the  application 
that  form  the  basis  for  the  claim  of  priority;  and 

(c)  The  date  of  the  international  registration  or  the  date  of 
recording  of  the  subsequent  designation  at  the  International 
Bureau  of  the  request  for  extension  of  protection  to  the  United 
States  is  not  later  than  six  months  after  the  filing  date  of  the 
application  that  forms  the  basis  for  the  claim  of  priority. 

§   7.28   Replacement   of  U.S.   registration   by   registered 
extension  of  protection. 

(a)  A  registered  extension  of  protection  shall  have  the  same 
rights  accrued  to  a  previously  issued  U.S.  registration  if: 

(1)  Both  registrations  are  owned  by  the  same  person  and 
identify  the  same  mark;  and 

(2)  All  of  the  goods  and/or  services  listed  in  the  U.S. 
registration  are  also  listed  in  the  registered  extension  of 
protection. 

(b)  The  holder  of  an  international  registration  with  an 
extension  of  protection  to  the  United  States  may  file  a  request 
to  note  replacement  of  the  U.S.  registration  with  the  extension 
of  protection.  If  the  request  contains  all  of  the  following,  the 
Office  will  take  note  of  the  replacement  in  its  automated 
records: 

(1)  The  serial  number  or  registration  number  of  the  exten- 
sion of  protection; 

(2)  The  registration  number  of  the  replaced  U.S.  registration; 
and 

(3)  The  fee  required  by  §  7.6. 

(c)  If  the  request  to  note  replacement  is  denied,  the  Office 
will  notify  the  holder  of  the  reason(s)  for  refusal. 

§  7.29  Effect  of  replacement  on  U.S.  registration. 

A  U.S.  registration  that  has  been  replaced  by  a  registered 
extension  of  protection  under  section  74  of  the  Act  and  §  7.28 
will  remain  in  force,  unless  cancelled,  expired  or  surrendered, 
as  long  as: 


(a)  The  owner  of  the  replaced  U.S.  registration  continues  to 
file  affidavits  or  declarations  of  use  in  commerce  or  excusable 
nonuse  under  section  8  of  the  Act;  and 

(b)  The  replaced  U.S.  registration  is  renewed  under  section 
9  of  the  Act. 

§  7.30  Effect  of  cancellation  or  expiration  of  international 
registration. 

When  the  International  Bureau  notifies  the  Office  of  the 
cancellation  or  expiration  of  an  international  registration,  in 
whole  or  in  part,  the  Office  shall  cancel,  in  whole  or  in  part,  the 
corresponding  pending  or  registered  extension  of  protection  to 
the  United  States.  The  date  of  cancellation  of  an  extension  of 
protection  or  relevant  part  shall  be  the  date  of  cancellation  or 
expiration  of  the  corresponding  international  registration  or 
relevant  part. 

§  7.31  Requirements  for  transformation  of  an  extension  of 
protection  to  the  United  States  into  a  U.S.  application. 

(a)  If  the  International  Bureau  cancels  an  international 
registration  in  whole  or  in  part,  under  Article  6(4)  of  the 
Madrid  Protocol,  the  holder  of  that  international  registration 
may  file  a  request  to  transform  the  corresponding  pending  or 
registered  extension  of  protection  to  the  United  States  into  an 
application  under  section  1  or  44  of  the  Act. 

(b)  The  holder  of  the  international  registration  must  file  a 
request  for  transformation  through  TEAS  within  three  months 
of  the  date  of  cancellation  of  the  international  registration  and 
include: 

(1)  The  serial  number  or  registration  number  of  the  exten- 
sion of  protection  to  the  United  States; 

(2)  The  name  and  address  of  the  holder  of  the  international 
registration; 

(3)  The  application  filing  fee  for  at  least  one  class  of  goods 
or  services  required  by  §  2.6  of  this  chapter;  and 

(4)  An  e-mail  address  for  receipt  of  correspondence  from  the 
Office. 

(c)  If  the  request  for  transformation  contains  all  of  the 
elements  set  forth  in  paragraph  (b)  of  this  section,  the  exten- 
sion of  protection  shall  be  transformed  into  an  application 
under  section  1  or  44  of  the  Act  and  accorded  the  same  fifing 
date  and  the  same  priority  that  was  accorded  to  the  extension 
of  protection. 

(d)  The  application  under  section  1  or  44  of  the  Act  that 
results  from  a  transformed  extension  of  protection  will  be 
examined  under  part  2  of  this  chapter. 

(e)  A  request  for  transformation  that  fails  to  contain  all  of  the 
elements  set  forth  in  paragraph  (b)  of  this  section  will  not  be 
processed. 

Subpart  F — Affidavit  Under  Section  71  of  the  Act  for 
Extension  of  Protection  to  the  United  States 

§  7.36  Affidavit  or  declaration  of  use  in  commerce  or 
excusable  nonuse  required  to  avoid  cancellation  of  an 
extension  of  protection  to  the  United  States. 

(a)  Subject  to  the  provisions  of  section  71  of  the  Act,  a 
registered  extension  of  protection  shall  remain  in  force  for  the 
term  of  the  international  registration  upon  which  it  is  based 
unless  the  international  registration  expires  or  is  cancelled  by 
the  International  Bureau. 

(b)  During  the  following  time  periods,  the  holder  of  an 
international  registration  must  file  an  affidavit  or  declaration  of 
use  or  excusable  nonuse,  or  the  registered  extension  of 
protection  will  be  cancelled: 

(1)  On  or  after  the  fifth  anniversary  and  no  later  than  the 
sixth  anniversary  after  the  date  of  registration;  and 

(2)  Within  the  six-month  period  preceding  the  end  of  each 
ten-year  period  after  the  date  of  registration,  or  the  three-month 
grace  period  immediately  following,  with  payment  of  the  grace 
period  surcharge  required  by  section  71(a)(2)(B)  of  the  Act  and 
§7.6. 

§  7.37  Requirements  for  a  complete  affidavit  or  declaration 
of  use  in  commerce  or  excusable  nonuse. 

A  complete  affidavit  or  declaration  under  section  71  of  the 
Act  must: 

(a)  Be  filed  by  the  holder  of  the  international  registration 
within  the  period  set  forth  in  §  7.36(a); 
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(b)  Include  a  statement  that  is  signed  and  verified  (sworn  to) 
or  supported  by  a  declaration  under  §  2.20  of  this  chapter  by  a 
person  properly  authorized  to  sign  on  behalf  of  the  holder, 
attesting  to  the  use  in  commerce  or  excusable  nonuse  of  the 
mark  within  the  period  set  forth  in  section  7 1  of  the  Act.  The 
verified  statement  must  be  executed  on  or  after  the  beginning 
of  the  filing  period  specified  in  §  7.36(a).  A  person  who  is 
properly  authorized  to  sign  on  behalf  of  the  holder  is: 

(1)  A  person  with  legal  authority  to  bind  the  holder;  or 

(2)  A  person  with  firsthand  knowledge  of  the  facts  and  actual 
or  implied  authority  to  act  on  behalf  of  the  holder;  or 

(3)  An  attorney  as  defined  in  §  10.1(c)  of  this  chapter  who 
has  an  actual  written  or  verbal  power  of  attorney  or  an  implied 
power  of  attorney  from  the  holder. 

(c)  Include  the  U.S.  registration  number; 

(d)(1)  Include  the  fee  required  by  §  7.6  for  each  class  of 
goods  or  services  that  the  affidavit  or  declaration  covers; 

(2)  If  the  affidavit  or  declaration  is  filed  during  the  grace 
period  under  section  71(a)(2)(B)  of  the  Act,  include  the  grace 
period  surcharge  per  class  required  by  §  7.6; 

(3)  If  at  least  one  fee  is  submitted  for  a  multi-class 
registration,  but  the  class(es)  to  which  the  fee(s)  should  be 
applied  are  not  specified,  the  Office  will  issue  a  notice 
requiring  either  the  submission  of  additional  fee(s)  or  an 
indication  of  the  class(es)  to  which  the  original  fee(s)  should 
be  applied.  If  the  required  fee(s)  are  not  submitted  within  the 
time  period  set  out  in  the  Office  action  and  the  class(es)  to 
which  the  original  fee(s)  should  be  applied  are  not  specified, 
the  Office  will  presume  that  the  fee(s)  cover  the  classes  in 
ascending  order,  beginning  with  the  lowest  numbered  class; 

(e)(1)  Specify  the  goods  or  services  for  which  the  mark  is  in 
use  in  commerce,  and/or  the  goods  or  services  for  which 
excusable  nonuse  is  claimed  under  §  7.37(f)(2); 

(2)  Specify  the  goods  or  services  being  deleted  from  the 
registration,  if  the  affidavit  or  declaration  covers  less  than  all 
the  goods  or  services  or  less  than  all  the  classes  in  the 
registration; 

(f)(1)  State  that  the  registered  mark  is  in  use  in  commerce  on 
or  in  connection  with  the  goods  or  services  in  the  registration; 
or 

(2)  If  the  registered  mark  is  not  in  use  in  commerce  on  or  in 
connection  with  all  the  goods  or  services  in  the  registration,  set 
forth  the  date  when  use  of  the  mark  in  commerce  stopped  and 
the  approximate  date  when  use  is  expected  to  resume  and 
recite  facts  to  show  that  nonuse  as  to  those  goods  or  services 
is  due  to  special  circumstances  that  excuse  the  nonuse  and  is 
not  due  to  an  intention  to  abandon  the  mark;  and 

(g)  Include  a  specimen  showing  current  use  of  the  mark  for 
each  class  of  goods  or  services,  unless  excusable  nonuse  is 
claimed  under  §  7.37(f)(2).  The  specimen  must  meet  the 
requirements  of  §  2.56  of  this  chapter. 

§  7.38  Notice  to  holder  of  extension  of  protection. 

The  registration  certificate  for  an  extension  of  protection  to 
the  United  States  includes  a  notice  of  the  requirement  for  filing 
the  affidavit  or  declaration  of  use  or  excusable  nonuse  under 
section  71  of  the  Act.  However,  the  affidavit  or  declaration 
must  be  filed  within  the  time  period  required  by  section  7 1  of 
the  Act  regardless  of  whether  this  notice  is  received. 


§  7.39  Acknowledgment  of  receipt  of  afiBdavit  or  declara- 
tion of  use  in  commerce  or  excusable  nonuse. 


(a)  The  Office  will  issue  a  notice  that  states  whether  an 
affidavit  or  declaration  of  use  in  commerce  or  excusable 
nonuse  is  acceptable,  and  if  the  affidavit  or  declaration  is 
refused  as  unacceptable,  the  reasons  for  refusal. 

(b)  A  response  to  the  refusal  must  be  filed  within  six  months 
of  the  mailing  date  of  the  Office  action,  or  before  the  end  of  the 
filing  period  set  forth  in  section  71(a)  of  the  Act,  whichever  is 
later.  The  Office  will  cancel  the  extension  of  protection  if  no 
response  is  filed  within  this  time  period. 

§  7.40  Petition  to  Director  to  review  refusal. 

(a)  A  response  to  the  examiner's  initial  refusal  to  accept  an 
affidavit  or  declaration  is  required  before  filing  a  petition  to  the 
Director,  unless  the  examiner  directs  otherwise.  See  §  7.39(b) 
for  the  deadline  for  responding  to  an  examiner's  Office  action. 


(b)  If  the  examiner  maintains  the  refusal  of  the  affidavit  or 
declaration,  the  holder  may  file  a  petition  to  the  Director  to 
review  the  examiner's  action.  The  petition  must  be  filed  within 
six  months  of  the  mailing  date  of  the  action  maintaining  the 
refusal,  or  the  Office  will  cancel  the  registration. 

(c)  A  decision  by  the  Director  is  necessary  before  filing  an 
appeal  or  commencing  a  civil  action  in  any  court. 

Subpart  G — Renewal  of  International  Registration  and 
Extension  of  Protection 

§  7.41  Renewal  of  international  registration  and  extension 
of  protection. 

(a)  Any  request  to  renew  an  international  registration  and  its 
extension  of  protection  to  the  United  States  must  be  made  at 
the  International  Bureau  in  accordance  with  Article  7  of  the 
Madrid  Protocol. 

(b)  A  request  to  renew  an  international  registration  or 
extension  of  protection  to  the  United  States  submitted  through 
the  Office  will  not  be  processed. 
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AGENCY:  United  States  Patent  and  Trademark  Office, 
Commerce. 

ACTION:  Procedures  for  establishment  and  maintenance  of  a 
database  of  the  official  insignia  of  federally  and  state-recog- 
nized Native  American  tribes. 

SUMMARY:  The  United  States  Patent  and  Trademark  Office 
(USPTO)  is  announcing  the  procedures  it  will  follow  in 
creating  and  maintaining  a  database  of  the  official  insignia  of 
federally  and  state-recognized  Native  American  tribes.  The 
database,  recommended  in  a  report  required  by  the  Trademark 
Law  Treaty  Implementation  Act,  will  assist  examining  attor- 
neys in  their  examinations  of  applications  for  registration. 

SUPPLEMENTARY  INFORMATION:  The  Trademark  Law 
Treaty  Implementation  Act,  Pub.  L.  105-330,  §  302,  112  Stat. 
3071  (1998)  required  the  USPTO  to  study  issues  surrounding 
protection  of  the  official  insignia  of  federally  and  state- 
recognized  Native  American  tribes.  The  study  was  conducted, 
and  a  report  was  presented  to  the  Chairman  of  the  Committee 
on  the  Judiciary  of  the  Senate  and  to  the  Chairman  of  the 
Committee  on  the  Judiciary  of  the  House  of  Representatives  on 
November  30,  1999  (hereinafter  "the  Report"). 

One  of  the  recommendations  set  forth  in  the  Report  was  that 
the  USPTO  create  and  maintain  an  accurate  and  comprehen- 
sive database  of  the  official  insignia  of  Native  American  tribes. 

On  January  9,  2001,  the  USPTO  published  a  notice  in  the 
Federal  Register  describing  the  proposed  procedures  for 
creating  and  maintaining  the  database  (Federal  Register,  Vol. 
66,  No.  6),  and  requesting  comments  on  these  procedures. 

Two  parties  submitted  responses  to  the  January  9,  2001 
Federal  Register  Notice.  One  party  submitted  a  comment 
regarding  the  proposed  procedures  for  creating  and  maintain- 
ing the  database,  a  request  that  the  USPTO  extend  the  time  for 
submitting  comments  regarding  the  database,  and  a  suggestion 
that  the  USPTO  allow  third  parties  to  object  to  particular 
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requests  for  entries  of  insignia  in  the  database.  Additionally, 
that  party,  as  well  as  the  other  party  that  submitted  a  response, 
objected  to  the  creation  of  the  database. 

Acceptable  Form  for  Insignias 

The  proposed  procedures  published  in  the  notice  of  January 
9,  2001,  provided  that,  if  an  insignia  consists  solely  of  a  word 
or  words,  then  the  request  to  enter  that  insignia  in  the  database 
should  include  a  depiction  of  the  word  or  words  in  uppercase 
letters. 

Comment:  One  comment  suggested  that  the  proposed  pro- 
cedures should  not  have  allowed  parties  to  submit  requests  to 
record  matter  comprised  solely  of  words.  This  comment  noted 
that  the  Report  suggested  that  words,  by  themselves,  could  not 
function  as  official  insignia  of  Native  American  tribes.  Instead, 
the  Report  provided  that  insignia  would  be  defined  as  "flag  or 
coat  of  arms  or  other  emblem  or  device  of  any  federally  or 
state-recognized  Native  American  tribe,  as  adopted  by  tribal 
resolution  and  notified  to  the  U.S.  Patent  and  Trademark 
Office."  Accordingly,  the  comment  suggested  that  the  database 
not  include  entries  of  matter  comprised  solely  of  words. 

Response:  The  suggestion  has  been  adopted.  The  procedures 
for  requesting  entry  of  an  insignia  in  the  database  have  been 
modified  to  delete  the  reference  to  insignia  composed  solely  of 
words,  and  to  clarify  that  in  order  to  be  entered  into  the 
database,  an  insignia  must  consist  of  a  flag  or  coat  of  arms  or 
other  emblem  or  device  of  any  federally  or  state-recognized 
Native  American  tribe,  as  adopted  by  tribal  resolution. 

Propriety  of  Creating  and  Maintaining  the  Database  of 
Insignia  of  Federally  and  State  Recognized  Native  Ameri- 
can Tribes 

Two  comments  suggested  that  the  USPTO  should  not 
estabhsh  a  database  of  insignia  of  federally  and  state-recog- 
nized Native  American  Tribes.  Both  of  these  comments  argued 
that  the  establishment  of  the  database  will  confer  rights  on 
Native  American  Tribes  that  are  not  enjoyed  by  other  groups. 
Additionally,  both  comments  also  argued  that  the  USPTO 
would  incur  substantial  costs  in  maintaining  the  database. 

Response:  The  USPTO  does  not  believe  that  entry  of  the 
oflBciaJ  insignia  of  a  Native  American  Tribe  in  the  database  will 
confer  any  rights  on  that  tribe.  The  presence  of  an  insignia  in 
the  database  will  not  create  any  legal  presumption  of  validity 
or  priority,  and  none  of  the  benefits  of  Federal  trademark 
registration  will  accrue  to  a  Native  American  tribe  whose 
insignia  is  recorded  pursuant  to  this  notice.  The  sole  function 
of  the  database  will  be  to  assist  examining  attorneys  in  their 
examination  of  applications  for  registration. 

The  USPTO  believes  that  it  currently  has  adequate  resources 
to  create  and  maintain  the  database.  Additionally,  it  is  noted 
that  the  database  is  being  created  pursuant  to  one  of  the 
recommendations  of  the  Report.  The  Senate  Appropriations 
Committee  directed  the  USPTO  to  comply  with  this  recom- 
mendation by  creating  and  maintaining  the  database.  See 
Senate  Report  106-404  and  H.  Report  106-1005. 

Time  for  Submitting  Comments 

One  comment  suggested  that  if  comments  regarding  the 
proposed  procedures  were  not  received  from  each  of  the 
thirty-six  entities  who  commented  on  the  Report,  then  the 
USPTO  should  extend  the  period  for  commenting  on  the 
proposed  procedures. 

Response:  The  USPTO  does  not  believe  that  it  is  necessary 
to  extend  the  comment  period.  The  USPTO  believes  that  the 
thirty-day  period  provided  for  submitting  comments  was 
sufficient  to  allow  all  interested  parties  to  prepare  and  submit 
comments. 

Third  Party  Objections  to  Entry  of  Insignia 

One  comment  suggested  that  establishment  of  the  database 
would  require  the  USPTO  to  accept  and  consider  objections 
from  third  parties  to  the  recordal  of  particular  insignia. 

Response:  The  USPTO  does  not  believe  that  it  should 
consider  third  party  objections  to  entries  of  insignia  in  the 
database.  The  entry  of  an  insignia  will  not  confer  any  rights  on 
the  tribe  that  submitted  the  insignia.  The  sole  function  of  the 
database  will  be  to  assist  examining  attorneys  in  their  exami- 


nation of  applications  for  registration.  Because  no  rights  will 
accrue  from  entries  of  insignia  into  the  database,  it  is  unlikely 
that  there  can  be  any  grounds  for  objecting  to  these  entries. 

Procedures  for  Submitting  Requests  for  Entry  of  Insignia 
in  the  Database  of  Insignia  of  Federally  and  State  Recog- 
nized Native  American  Tribes 

All  requests  to  enter  an  official  insignia  of  a  Native 
American  tribe  into  the  USPTO  database  must  be  in  writing, 
addressed  to  the  Commissioner  for  Trademarks,  and  must 
include  the  following: 

(1)  A  depiction  of  the  insignia.  This  depiction  should  not  be 
larger  than  4  inches  by  4  inches  (10.3  cm.  by  10.3  cm.),  and 
should  be  placed  at  or  near  the  center  of  a  sheet  of  white  paper 
8  to  8  1/2  inches  (20.3  to  21.6  cm.)  wide  and  11  inches  (27.9 
cm.)  long.  The  paper  should  have  a  heading  that  includes  the 
name  of  the  tribe  and  the  address  for  correspondence; 

(2)  A  copy  of  the  tribal  resolution  adopting  the  insignia  in 
question  as  the  official  insignia  of  the  tribe; 

(3)  A  statement,  signed  by  an  official  with  authority  to  bind 
the  tribe,  confirming  that  the  insignia  included  with  the  request 
is  identical  to  the  official  insignia  adopted  by  tribal  resolution; 
and 

(4)  For  all  entities  not  recognized  as  Native  American  tribes 
by  the  Bureau  of  Indian  Affairs  (BIA),  either:  (a)  a  document 
issued  by  a  state  official  that  evidences  the  state's  determina- 
tion that  the  entity  is  a  Native  American  tribe,  or  (b)  a  citation 
to  a  state  statute  designating  the  entity  as  a  Native  American 
tribe. 

The  request  should  be  sent  by  facsimile  to  (703)  872-9192, 
or  mailed  to  the  Commissioner  for  Trademarks  at  the  following 
address:  PO.  Box  16471,  Ariington,  Virginia  22215. 

The  insignia  must  consist  of  a  flag  or  coat  of  arms  or  other 
emblem  or  device  of  any  federally  or  state-recognized  Native 
American  tribe,  as  adopted  by  tribal  resolution.  A  word  or 
words  alone  will  not  be  considered  an  insignia,  and  will  not  be 
entered  in  the  insignia  database. 

The  USPTO  will  record  any  official  insignia  of  a  Native 
American  tribe  submitted  in  the  manner  described  above,  if  the 
Commissioner  determines  that  the  entity  that  submitted  the 
request  is  a  Native  American  tribe  recognized  by  the  Federal 
Government  or  by  one  or  more  state  governments. 

The  Commissioner  will  determine  whether  the  entity  that 
submitted  the  request  is  a  federally  recognized  Native  Ameri- 
can tribe  by  consulting  the  list  of  Native  American  tribes 
maintained  by  the  BIA. 

If  an  entity  seeking  recordal  of  its  insignia  wishes  to 
demonstrate  that  it  is  a  state-recognized  Native  American  tribe 
rather  than  a  federally  recognized  Native  American  tribe,  that 
entity  must  provide  the  Commissioner  with  either:  (1)  A 
document  issued  by  a  state  official  that  evidences  the  state's 
determination  that  the  entity  is  a  Native  American  tribe,  or  (2) 
a  citation  to  a  state  statute  designating  the  entity  as  a  Native 
American  tribe. 

The  USPTO  will  begin  to  accept  requests  to  record  insignia 
one  week  after  the  publication  of  this  notice. 

Legal  Significance  of  Recordal 

The  recordal  of  an  official  insignia  of  a  Native  American 
tribe  at  the  USPTO  will  not  be  the  equivalent  of  registering  that 
insignia  as  a  trademark  pursuant  to  15  U.S.C.  1051  et  seq. 
Thus,  including  an  insignia  in  the  USPTO' s  database  will  not 
create  any  legal  presumption  of  validity  or  priority,  and  none  of 
the  benefits  of  federal  trademark  registration  will  accrue  to  a 
Native  American  tribe  whose  insignia  is  recorded  pursuant  to 
this  notice. 

Acceptance  of  the  insignia  for  recordal  will  not  be  a 
determination  as  to  whether  a  particular  insignia  for  which 
recordal  has  been  requested  would  be  refused  registration  as  a 
trademark  pursuant  to  15  U.S.C.  1051  et  seq.,  or  to  some 
provision  of  Chapter  37  of  the  Code  of  Federal  Regulations,  or 
to  any  requirement  of  the  USPTO. 

The  USPTO  will  use  the  official  insignia  recorded  by  the 
USPTO  as  information  useful  in  the  examination  of  certain 
applications  for  registration  of  trademarks  and  as  evidence  of 
what  a  federally  or  state-recognized  tribe  considers  to  be  its 
official  insignia. 

The  database  of  official  insignia  of  Native  American  tribes 
will  be  included,  for  informational  purposes,  within  the  USP- 
TO" s  database  of  material  that  is  not  registered  but  is  searched 
to  make  determinations  regarding  the  registrability  of  marks. 
This  database  is  available  at  the  USPTO' s  web  site.  Inclusion 
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of  official  insignia  in  this  database  will  ensure  that  an  exam- 
ining attorney,  who  is  searching  a  mark  that  is  confusingly 
similar  to  an  official  insignia  will  find  and  consider  the  official 
insignia  before  making  a  determination  of  registrability. 

For  correspondence  pertaining  to  the  database  of  official 
insignia  of  Native  American  tribes,  the  Under  Secretary  of 
Commerce  for  Intellectual  Property  and  Director  of  the  United 
States  Patent  and  Trademark  Office  has  waived  the  requirement 
of  37  CFR  1.1  that  all  correspondence  intended  for  the  United 
States  Patent  and  Trademark  Office  be  mailed  to  one  of  the 
addresses  identified  in  37  CFR  1.1. 

The  USPTO  is  in  the  process  of  requesting  approval  for 
establishment  of  the  database  under  the  Paperwork  Reduction 
Act  from  the  Office  of  Management  and  Budget. 

The  USPTO  has  determined  that  the  proposed  establishment 
of  the  database  has  no  federalism  implications  affecting  the 
relationship  between  the  National  Government  and  the  State  as 
outlined  in  Executive  Order  13132.  The  USPTO  has  further 
determined  that  the  proposed  establishment  of  the  database  has 
no  tribal  implications  as  described  in  Executive  Order  13175. 

FOR  FURTHER  INFORMATION  CONTACT:  Ari  Leif 
man  by  telephone  at  (703)  308-8900,  or  by  mail  addressed  to: 
P.O.  Box  16471,  Arlington,  Virginia,  22215,  or  by  facsimile  to 
(703)  872-9285,  marked  to  the  attention  of  Ari  Leifman. 
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Insignia  of  Federally  Recognized  Native  American  Tribes 

AGENCY:  United  States  Patent  and  Trademark  Office, 
Commerce. 

ACTION:  Notice  and  request  for  comments. 

SUMMARY:  The  United  States  Patent  and  Trademark  Office 
(USPTO)  is  proposing  to  create  and  maintain  a  database  of  the 
official  insignia  of  federally  and  state-recognized  Native 
American  tribes.  The  USPTO  seeks  conmients  on  its  proposed 
method  for  creating  and  maintaining  this  database. 

DATES:  Comment  Deadline  Date:  To  ensure  consideration, 
written  comments  must  be  received  on  or  before  February  8, 
2001.  No  public  hearing  will  be  held. 

ADDRESSES:  Comments  should  be  sent  by  electronic  mail 
message  over  the  Internet  addressed  to: 
tribal.insignia@uspto.gov.  Comments  may  also  be  submitted 
by  mail  addressed  to:  Box  Comments — Trademarks,  Commis- 
sioner for  Trademarks,  Washington,  DC  2023 1 ;  or  by  facsimile 
to  (703)  308-9285,  marked  to  the  attention  of  Ari  Leifman. 

The  comments  will  be  available  for  pubhc  inspection  at  the 
Office  of  the  Commissioner  for  Trademarks,  2900  Crystal 
Drive,  Room  lOBlO,  Arlington,  Virginia,  22202  and  will  be 
posted  at  the  USPTO's  web  site  (address:  http://www.usp- 
to.gov).  All  comments  will  be  available  for  public  inspection. 

FOR  FURTHER  INFORMATION  CONTACT:  Ari  Leifman 
by  telephone  at  (703)  308-8900,  or  by  mail  addressed  to:  Box 
Comment  Trademarks,  Commissioner  for  Trademarks,  Wash- 
ington, DC  20231,  or  by  facsimile  to  (703)  872-9285,  marked 
to  the  attention  of  Ari  Leifman. 

SUPPLEMENTARY  INFORMATION:  Trademark  Law  Treaty 
Implementation  Act,  Pub.  L.  105-330,  Sec.  302,  112  Stat.  3071 
(1998)  required  the  USPTO  to  study  issues  surrounding  the 
protection  of  the  official  insignia  of  federally  and  state- 
recognized  Native  American  tribes.  The  study  was  conducted, 
and  a  report  was  presented  to  the  Chairman  of  the  Committee 


on  the  Judiciary  of  the  Senate  and  to  the  Chairman  of  the 
Committee  on  the  Judiciary  of  the  House  of  Representatives  on 
November  30,  1999. 

One  of  the  recommendations  in  the  report  was  that  the 
USPTO  create  and  maintain  an  accurate  and  comprehensive 
database  of  the  official  insignia  of  Native  American  tribes. 

The  USPTO  proposes  to  create  such  a  database  and  seeks 
comments  on  the  proposed  method.  If  the  comments  received 
include  a  suggestion  for  a  better  method  for  creating  and 
maintaining  the  database,  the  USPTO  will  publish  a  proposal 
describing  this  method  and  requesting  further  comments. 
Otherwise,  the  USPTO  will  publish  an  announcement  that 
finalizes  the  procedures  described  in  the  present  notice. 

Proposed  Procedures 

All  requests  to  enter  an  official  insignia  of  a  Native 
American  tribe  into  the  USPTO  database  must  be  in  writing, 
addressed  to  the  Commissioner  for  Trademarks,  and  must 
include  the  following: 

(1)  A  depiction  of  the  insignia.  If  the  insignia  consists  of  a 
word,  this  word  should  be  typed  in  upper-case  letters.  If  the 
insignia  consists  of  a  design,  or  a  combination  of  a  word  or 
words  and  a  design,  the  depiction  of  the  insignia  should  not  be 
larger  than  4  inches  by  4  inches  (10.3  cm.  by  10.3  cm.).  The 
depiction  of  the  insignia  should  be  placed  at  or  near  the  center 
of  a  sheet  of  white  paper  8  to  SV2  inches  (20.3  to  21.6  cm.) 
wide  and  11  inches  (27.9  cm.)  long.  The  paper  should  have  a 
heading  that  includes  the  name  of  the  tribe  and  the  address  for 
correspondence. 

(2)  A  copy  of  the  tribal  resolution  adopting  the  insignia  in 
question  as  the  official  insignia  of  the  tribe; 

(3)  A  statement,  signed  by  an  official  with  authority  to  bind 
the  tribe,  confirming  that  the  insignia  included  with  the  request 
is  identical  to  the  official  insignia  adopted  by  tribal  resolution; 
and 

(4)  For  all  entities  not  recognized  as  Native  American  tribes 
by  the  Bureau  of  Indian  Affairs  (BIA),  either  (a)  a  document 
issued  by  a  state  official  that  evidences  the  state's  determina- 
tion that  the  entity  is  a  Native  American  tribe,  or  (b)  a  citation 
to  a  state  statute  that  designates  the  entity  as  a  Native  American 
tribe. 

The  request  should  be  sent  by  facsimile  to  (703)  872-9192, 
or  mailed  to  a  United  States  Postal  Service  mailbox  that  the 
Office  will  identify  at  a  later  date. 

The  USPTO  will  record  any  official  insignia  of  a  Native 
American  tribe  submitted  in  the  above  manner,  if  the  Com- 
missioner determines  that  the  entity  that  submitted  the  request 
is  a  Native  American  tribe  recognized  by  the  Federal  Govern- 
ment or  by  one  or  more  state  governments. 

The  Commissioner  will  determine  whether  or  not  the  entity 
that  submitted  the  request  is  a  federally  recognized  Native 
American  tribe  by  consulting  the  list  of  Native  American  tribes 
maintained  by  the  BIA. 

If  an  entity  that  seeks  recordal  of  its  insignia  wishes  to 
demonstrate  that  it  is  a  state-recognized  Native  American  tribe 
rather  than  a  federally  recognized  Native  American  tribe,  that 
entity  must  provide  the  Commissioner  with  either  (1)  a 
document  issued  by  a  state  official  that  evidences  the  state's 
determination  that  the  entity  is  a  Native  American  tribe,  or  (2) 
a  citation  to  a  state  statute  that  designates  the  entity  as  a  Native 
American  tribe. 

Legal  Significance  of  Recordal 

The  recordal  of  an  official  insignia  of  a  Native  American 
tribe  at  the  USPTO  will  not  be  the  equivalent  of  registering  that 
insignia  as  a  trademark  pursuant  to  15  U.S.C.  1051  et  seq. 
Thus,  including  an  insignia  in  the  USPTO's  database  would 
not  create  any  legal  presumption  of  vahdity  or  priority,  and 
none  of  the  benefits  of  trademark  registration  will  accrue  to  a 
Native  American  tribe  whose  insignia  may  be  recorded  pursu- 
ant to  this  notice. 

Acceptance  of  the  insignia  for  recordal  will  not  be  a 
determination  as  to  whether  a  particular  insignia  for  which 
recordal  has  been  requested  would  be  refused  registration  as  a 
trademark  pursuant  to  15  U.S.C.  1051  et  seq.,  or  to  some 
provision  of  Chapter  37  of  the  Code  of  Federal  Regulations,  or 
to  any  requirement  of  the  USPTO. 

The  USPTO  will  use  the  official  insignia  recorded  by  the 
USPTO  as  information  useful  in  the  examination  of  certain 
applications  for  registration  of  trademarks  and  as  evidence  of 
what  a  federally  or  state-recognized  tribe  considers  to  be  its 
official  insignia. 
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The  database  of  official  insignia  of  Native  American  tribes 
will  be  included,  for  informational  purposes,  within  the  USP- 
TO's  database  of  material  that  is  not  registered  but  is  searched 
to  make  determinations  regarding  the  registrability  of  marks. 
This  database  is  available  at  the  USPTO's  web  site.  Inclusion 
of  official  insignia  in  this  database  will  ensure  that  an  exam- 
ining attorney,  who  is  searching  a  mark  that  is  confusingly 
similar  to  an  official  insignia  will  find  and  consider  the  official 
insignia  before  making  a  determination  of  registrability. 

For  correspondence  pertaining  to  the  database  of  official 
insignia  of  Native  American  tribes,  the  Under  Secretary  of 
Commerce  for  Intellectual  Property  and  Director  of  the  United 
States  Patent  and  Trademark  Office  has  waived  the  requirement 
of  37  CFR  1 . 1  that  all  correspondence  intended  for  the  United 
States  Patent  and  Trademark  Office  be  mailed  to  one  of  the 
addresses  identified  in  37  CFR  1.1. 

The  Office  has  determined  that  the  proposed  establishment 
of  the  database  has  no  federalism  implications  affecting  the 
relationship  between  the  National  Government  and  the  State  as 
outlined  in  Executive  Order  12612.  The  proposed  database 
conforms  with  Executive  Order  12612. 


purpose.  However,  over  the  years,  it  became  apparent  that 
Class  42  included  many  disparate  services  due  to  the  inclusion 
of  the  language  "services  that  cannot  be  classified  in  other 
classes"  in  the  class  title.  This  language  allowed  services  as 
different  as  chemical  research  and  horoscope  casting  to  be 
included  in  the  class.  Therefore,  after  much  study  and  discus- 
sion, the  Committee  of  Experts  for  the  Nice  Agreement 
approved  the  restructuring  of  Class  42.  The  subsequent  restruc- 
turing limited  the  scope  of  the  services  in  Class  42,  created 
three  additional  classes  that  accounted  for  services  formerly 
grouped  in  Class  42,  and  excluded  the  language  "services  that 
cannot  be  classified  in  other  classes"  in  any  of  the  new  or  old 
service  classes.  The  Committee  of  Experts  found  that  the 
revision  of  Class  42  created  an  adequate  number  of  well- 
defined  classes  so  that  this  language  was  no  longer  necessary 
in  the  class  headings  or  explanatory  notes  of  the  Nice  Agree- 
ment. 

Along  with  the  creation  of  the  new  classes  and  their  class 
headings,  the  Committee  of  Experts  approved  the  following 
Explanatory  Notes  for  each  class  to  claiify  the  nature  of  the 
services  encompassed  by  the  class  heading. 


December  21.  2000 


Q.  TODD  DICKINSON 

Under  Secretary  of  Commerce  for 

Intellectual  Property  and  Director  of  the 

United  States  Patent  and 

Trademark  Office 
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International  Trademark  Classification  Changes 

AGENCY:  United  States  Patent  and  Trademark  Office, 
Commerce. 

ACTION:  Final  rule. 

SUMMARY:  The  United  States  Patent  and  Trademark  Office 
(Office)  issues  a  final  rule  to  incorporate  classification  changes 
adopted  by  the  Nice  Agreement  Concerning  the  International 
Classification  of  Goods  and  Services  for  the  Purposes  of  the 
Registration  of  Marks.  These  changes  will  become  effective 
January  1,  2002,  and  will  be  listed  in  the  International 
Classification  of  Goods  and  Services  for  the  Purposes  of  the 
Registration  of  Marks  (8th  ed.,  2001),  which  is  published  by 
the  World  Intellectual  Property  Organization  (WIPO). 

DATES:  This  final  rule  is  effective  January  1,  2002. 

FOR  FURTHER  INFORMATION  CONTACT:  Jessie  Mar 
shall.  Office  of  the  Commissioner  for  Trademarks,  by  tele- 
phone at  (703)  308-8910,  ext.  148;  by  facsimile  transmission 
addressed  to  her  at  (703)  308-9395;  by  e-mail  addressed  to  her 
at  Jessie.Marshall@USPTO.gov;  or  by  mail  marked  to  her 
attention  and  addressed  to  the  Commissioner  for  Trademarks, 
2900  Crystal  Drive,  Ariington,  Virginia  22202-3513. 

SUPPLEMENTARY  INFORMATION: 

Discussion  of  Specific  Rules  Changed  or  Added 

The  Office  is  revising  Sec.  6.1  to  incorporate  classification 
changes  that  will  become  effective  January  1,  2002,  as  will  be 
listed  in  the  International  Classification  of  Goods  and  Services 
for  the  Purposes  of  the  Registration  of  Marks  (8th  ed.,  2001), 
published  by  the  World  Intellectual  Property  Organization 
(WIPO). 

These  revisions  have  been  incorporated  into  the  Nice 
Agreement  Concerning  the  International  Classification  of 
Goods  and  Services  for  the  Purposes  of  the  Registration  of 
Marks.  As  a  signatory  to  the  Nice  Agreement,  the  United  States 
adopts  these  revisions  pursuant  to  Article  1. 

The  purpose  of  the  Nice  Classification  is  to  group,  to  the 
fullest  extent  possible,  like  goods  or  services  into  a  single 
class.  Generally,  the  system  is  successful  in  achieving  that 


Class  42 

Scientific  and  technological  services  and  research  and  de- 
sign relating  thereto;  industrial  analysis  and  research  services; 
design  and  development  of  computer  hardware  and  software; 
legal  services. 
Explanatory  Note 

Class  42  includes  mainly  services  provided  by  persons, 
individually  or  collectively,  in  relation  to  the  theoretical  and 
practical  aspects  of  complex  fields  of  activities;  such  services 
are  provided  by  members  of  professions  such  as  chemists, 
physicists,  engineers,  computer  specialists,  lawyers,  etc. 
This  Class  includes,  in  particular: 

The  sei^vices  of  engineers  who  undertake  evaluations, 
estimates,  research  and  reports  in  the  scientific  and  technologi- 
cal fields; 

Scientific  research  services  for  medical  purposes. 
This  Class  does  not  include,  in  particular: 

Business  research  and  evaluations  (CI.  35); 

Word  processing  and  computer  file  management  services 
(CI.  35); 

Financial  and  fiscal  evaluations  (CI.  36); 

Mining  and  oil  extraction  (CI.  37); 

Computer  (hardware)  installation  and  repair  services  (CI. 
37); 

Services  provided  by  the  members  of  professions  such  as 
medical  doctors,  veterinary  surgeons,  psychoanalysts  (CI.  44); 

Medical  treatment  services  (CI.  44); 

Garden  design  (CI.  44). 

Class  43 

Services  for  providing  food  and  drink;  temporary  accom- 
modations. 
Explanatory  Note 

Class  43  includes  mainly  services  provided  by  persons  or 
establishments  whose  aim  is  to  prepare  food  and  drink  for 
consumption  and  services  provided  to  obtain  bed  and  board  in 
hotels,  boarding  houses  or  other  establishments  providing 
temporary  accommodations. 

This  Class  includes,  in  particular: 

Reservation  services  for  travellers'  accommodations,  par- 
ticularly through  travel  agencies  or  brokers; 

Boarding  for  animals. 
This  Class  does  not  include,  in  particular: 

Rental  services  for  real  estate  such  as  houses,  flats,  etc., 
for  permanent  use  (CI.  36); 

Arranging  travel  by  tourist  agencies  (CI.  39); 

Preservation  services  for  food  and  drink  (CI.  40); 

Discotheque  services  (CI.  41); 

Boarding  schools  (CI.  41); 

Rest  and  convalescent  homes  (CI.  44). 

Class  44 

Medical  services;  veterinary  services;  hygienic  and  beauty 
care  for  human  beings  or  animals;  agriculture,  horticulture  and 
forestry  services. 
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Explanatory  Note 

Class  44  includes  mainly  medical,  hygienic,  and  beauty  care 
given  by  persons  or  establishments  to  human  beings  and 
animals;  it  also  includes  services  relating  to  the  fields  of 
agriculture,  horticulture  and  forestry. 
This  Class  includes,  in  particular: 

Medical  analysis  services  relating  to  the  treatment  of 
persons  (such  as  x-ray  examinations  and  taking  of  blood 
samples); 

Artificial  insemination  services; 

Pharmacy  advice; 

Animal  breeding; 

Services  relating  to  the  growing  of  plants  such  as  garden- 
ing; 

Services  relating  to  floral  art  such  as  floral  compositions 
as  well  as  garden  design. 

This  Class  does  not  include,  in  particular: 

Vermin  extermination  (other  than  for  agriculture,  horti- 
culture and  forestry)  (CI.  37); 

Installation  and  repair  services  for  irrigation  systems  (CI. 
37); 

Ambulance  transport  (CI.  39); 

Animal  slaughtering  services  and  taxidermy  (CI.  40); 

Timber  felling  and  processing  (CI.  40); 

Animal  training  services  (CI.  41); 

Health  clubs  for  physical  exercise  (CI.  41); 

Scientific  research  services  for  medical  purposes  (CI.  42); 

Boarding  for  animals  (CI.  43); 

Retirement  homes  (CI.  43). 

Class  45 

Personal  and  social  services  rendered  by  others  to  meet  the 
needs  of  individuals;  security  services  for  the  protection  of 
property  and  individuals. 
Explanatory  Note 

This  Class  includes,  in  particular: 

Investigation  and  surveillance  services  relating  to  the 
safety  of  persons  and  entities; 

Services  provided  to  individuals  in  relation  with  social 
events,  such  as  social  escort  services,  matrimonial  agencies, 
and  funeral  services. 

This  Class  does  not  include,  in  particular: 

Professional  services  giving  direct  aid  in  the  operations  or 
functions  of  a  commercial  undertaking  (CI.  35); 

Services  relating  to  financial  or  monetary  affairs  and 
services  dealing  with  insurance  (CI.  36); 

Escorting  of  travellers  (CI.  39); 

Security  transport  (CI.  39); 

Services  consisting  of  all  forms  of  education  of  persons 
(CI.  41); 

Performances  of  singers  and  dancers  (CI.  41); 

Legal  services  (CI.  42); 

Services  provided  by  others  to  give  medical,  hygienic  or 
beauty  care  for  human  beings  or  animals  (CI.  44); 

Certain  rental  services  (consult  the  Alphabetical  List  of 
Services  and  General  Remark  (b)  relating  to  the  classification 
of  services). 

Rulemaking  Requirements 

Administrative  Procedure  Act:  The  amendments  in  this  final 
rule  are  procedural  in  nature  as  they  only  reorganize  the 
international  classifications  of  goods  and  services,  which  are 
established  by  the  Committee  of  Experts  of  the  Nice  Union  and 
will  be  promulgated  in  the  volume  entitled  International 
Classification  of  Goods  and  Services  for  the  Purposes  of  the 
Registration  of  Marks  (8th  ed.  2002).  Therefore,  prior  notice 
and  an  opportunity  for  public  comment  are  not  required 
pursuant  to  5  U.S.C.  553(b)(A),  or  any  other  law.  Furthermore, 
pursuant  to  5  U.S.C.  553(b)(B),  notice  and  an  opportunity  for 
public  comment  are  unnecessary  since  the  amendments  are 
required  by  the  Nice  Agreement  to  which  the  United  States  is 
a  signatory. 

Regulatory  Flexibility  Act:  As  prior  notice  and  an  opportu- 
nity for  public  comment  are  not  required  pursuant  to  5  U.S.C. 
553  (or  any  other  law),  the  analytical  requirements  of  the 
Regulatory  FlexibiUty  Act  (5  U.S.C.  601  et  seq.)  are  inappli- 
cable. 

Executive  Order  13132:  This  final  rule  does  not  contain 
policies  with  federaUsm  implications,  as  that  term  is  defined  in 
Executive  Order  13132  (August  4,  1999). 


Executive  Order  12866:  This  final  rule  has  been  determined 
to  be  not  significant  for  purposes  of  Executive  Order  12866 
(September  30,  1993). 

Paperwork  Reduction  Act:  This  final  rule  does  not  involve 
information  collection  requirements  which  are  subject  to 
review  by  the  Office  of  Management  and  Budget  (OMB)  under 
the  Paperwork  Reduction  Act  of  1995  (44  U.S.C.  3501  et  seq.). 

List  of  Subjects  in  37  CFR  Part  6 

Trademarks. 

For  the  reasons  given  in  the  preamble  and  under  the 
authority  contained  in  35  U.S.C.  2  and  15  U.S.C.  41,  as 
amended,  the  United  States  Patent  and  Trademark  Office  is 
amending  part  6  of  title  37  as  follows: 

PART  6— CLASSIFICATION  OF  GOODS  AND  SER- 
VICES UNDER  THE  TRADEMARK  ACT 

1.  The  authority  citation  for  part  6  continues  to  read  as 
follows: 

Authority:  15  U.S.C.  1112,  1123;  35  U.S.C.  2,  unless 
otherwise  noted. 

2.  Section  6.1  is  amended  by  revising  paragraph  42,  and 
adding  paragraphs  43,  44,  and  45,  to  read  as  follows: 

Sec.  6.1  International  schedule  of  classes  of  goods  and 
services. 

Goods 

42.  Scientific  and  technological  services  and  research  and 
design  relating  thereto;  industrial  analysis  and  research  ser- 
vices; design  and  development  of  computer  hardware  and 
software;  legal  services. 

43.  Services  for  providing  food  and  drink;  temporary  ac- 
commodations. 

44.  Medical  services;  veterinary  services;  hygienic  and 
beauty  care  for  human  beings  or  animals;  agricultiure,  horti- 
culture and  forestry  services. 

45.  Personal  and  social  services  rendered  by  others  to  meet 
the  needs  of  individuals;  security  services  for  the  protection  of 
property  and  individuals. 


September  14,  2001 


NICHOLAS  P  GODICI 

Acting  Under  Secretary  of 

Commerce  for  Intellectual  Property 

and  Acting  Director  of  the 

United  States  Patent  and 

Trademark  Office 

[1251  TM0G91] 


(236)  Request  for  Suggestions 

from  the  Public  for  Additions  to  the 

Trademark  Acceptable  Identification  of 

Goods  and  Services  Manual,  Published  by  the 

United  States  Patent  and  Trademark  Office 

The  United  States  Patent  and  Trademark  Office  ("USPTO") 
invites  interested  members  of  the  public  to  submit,  on  an 
ongoing  basis,  proposed  identifications  of  goods  or  recitations 
of  services  for  entry  in  the  Trademark  Acceptable  Identifica- 
tion of  Goods  and  Services  Manual  ("the  ID  Manual"  or  "the 
Manual"). 

FOR  FURTHER  INFORMATION  CONTACT:  Ari  Leif- 
man.  Office  of  the  Commissioner  for  Trademarks,  by  telephone 
at  (703)  308-8910,  extension  155;  or  by  e-mail  to 
ari.leifman@uspto.gov. 

An  application  for  trademark  registration  must  include,  inter 
aha,  a  listing  of  the  goods  and/or  services  associated  with  the 
mark  for  which  registration  is  sought.  37  C.F.R.  §  2.21(a)(4). 
The  ID  Manual  sets  forth  a  list  of  more  than  12,500  acceptable 
identifications  of  goods  and  recitations  of  services.  The 
Manual  is  available  to  applicants  as  an  aid  in  drafting  a  suitable 
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identification  of  goods  and/or  recitation  of  services.  Addition- 
ally, the  Manual  is  used  by  the  USPTO  as  a  guide  in  the 
examination  of  applications.  If  the  identification  of  goods  or 
recitation  of  services  in  an  application  for  registration  is  drawn 
from  the  Manual,  it  will  be  accepted  by  the  USPTO. 

At  some  time  in  the  future,  the  USPTO  may  amend  its  rules 
of  practice  to  allow  trademark  applicants  to  choose  between 
one  of  several  examination  options  or  "tracks,"  including  an 
expedited  or  "fast"  track.  Application  filing  requirements  may 
be  specific  to  particular  tracks,  and  one  requirement  of  the 
"fast"  track  may  be  that  in  describing  the  goods  or  services 
covered  by  the  application,  the  applicant  must  use  an  identifi- 
cation or  recitation  that  appears  in  the  ID  Manual. 

The  ID  Manual  includes  a  wide  range  of  entries,  and  the 
USPTO  frequently  updates  the  Manual  to  add  more  entries. 
Nevertheless,  at  times,  the  ID  Manual  may  not  include 
identifications  or  recitations  that  describe  recently  developed 
goods  or  ser\'ices. 

To  enhance  the  usefulness  of  the  ID  Manual,  the  USPTO 
will  now  consider  suggestions  from  the  public  for  identifica- 
tions or  recitations  to  add  to  the  ID  Manual. 

A  party  should  not  suggest  an  identification  or  recitation  that 
has  been  included  in  an  application  for  registration  and  was 
rejected  by  an  Examining  Attorney. 

A  party  wishing  to  suggest  an  addition  to  the  ID  Manual 
should  submit  the  following,  via  email,  to 
tmidsuggest@  uspto.gov : 

(1)  The  name  of  the  party  submitting  the  proposed  identifi- 
cation of  goods  or  recitation  of  services; 

(2)  An  email  address  for  correspondence  pertaining  to  the 
proposed  identification  of  goods  or  recitation  of  services;  and 

(3)  The  proposed  identification  of  goods  or  recitation  of 
services.  The  proposed  identification  of  goods  or  recitation  of 
services  should  be  concise  and  should  not  exceed  twenty-five 
words. 

After  a  proposed  identification  or  recitation  is  received  at  the 
USPTO,  it  will  be  reviewed  by  the  Administrator  for  Trade- 
mark Identifications,  Classification  and  Practice  ("the  Admin- 
istrator"). The  Administrator  will  determine  whether  to  include 
the  identification  or  recitation  in  the  Manual.  Additionally,  the 
Administrator  may  elect  to  enter  a  modified  version  of  the 
proposed  identification  or  recitation  in  the  Manual.  The  Ad- 
ministrator will  inform  the  party  that  submitted  the  suggestion 
whether  it  is  accepted,  rejected,  or  accepted  in  a  modified  form. 


March  8,  2003 


LYNNE  BERESFORD 

Deputy  Commissioner  for 

Trademark  Examination  Policy 
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(237)  Post  Registration:  Changes  to 

Requirements  for  Maintaining 
Trademarli  Registrations 

Effective:  October  30,  1999 

This  notice  discusses  changes  to  the  requirements  for  main- 
taining trademark  registrations,  effective  October  30,  1999. 

Contents 

I.  Summary  of  Trademark  Law  Treaty  Implementation  Act 
Changes 

A.  Requirements  Prior  to  October  30,  1999 

B.  Requirements  on  arui  After  October  30,  1999 

II.  Effective  Date  and  Transition 

A.  Effective  Date 

B.  Transition 

III.  Affidavit  of  Continued  Use  or  Excusable  Nonuse  of  Mark 
in  Commerce  under  Section  8 

A.  Requirements  for  Affidavit  or  Declaration  of  Continued 
Use  or  Excusable  Nonuse 

B.  Time  for  Filing  Affidavit 


C.  Fees 

D.  Ownership,  and  Who  May  File  Affidavit 

E.  Execution  of  Affidavit  or  Declaration 

F.  Goods  and/or  Services  Set  Forth  in  Affidavit  or  Declara 
tion 

G.  Use  in  Commerce 

H.  Specimen  Showing  Current  Use  of  Mark  in  Commerce 

I.  Nonuse  of  Mark 

J.  Designation  of  Domestic  Representative 

K.  Response  to  Office  Action 

L.  Correction  of  Deficiencies 

M.  Petition  to  Commissioner 

IV.  Renewal  of  Registration 

A.  Requirements  for  Renewal 

B.  Time  for  Filing  Application  for  Renewal 

C.  Fees 

D.  Ownership 

E.  Execution  of  Renewal  Application 

F.  Designation  of  Domestic  Representative 

G.  Goods  and/or  Services  Set  Forth  in  Application  for 
Renewal 

H.  Use  in  Commerce  or  Excusable  Nonuse 

I.  Specimens 

J.  Notice  of  Renewal 

K.  Response  to  Office  Action 

L.  Correction  of  Deficiencies 

M.  Petition  to  Commissioner 

V.  Affidavit  or  Declaration  of  Incontestability  Under  Section 
15 

A.  Type  of  Commerce  No  Longer  Required 

B.  Persons  Who  May  Sign  Affidavit  or  Declaration 

VI.  Combined  Filings 

A.  Section  8  Affidavit  Combined  with  Section  9  Renewal 
Application 

B.  Combining  Section  8  Affidavit  With  Section  15  Affidavit 

VII.  Signature  of  Requests  to  Amend,  Correct,  or  Surrender  a 
Registration 

VIII.  Updating  Automated  Records  to  Show  the  Status  of  Regis 
trations 

I.  SUMMARY  OF  TRADEMARK  LAW  TREATY  IMPLE- 
MENTATION ACT  CHANGES 

The  Trademark  Law  Treaty  Implementation  Act  of  1998 
(TLTIA),  Pub.  L.  No.  105-330,  112  Stat.  3064  (15  U.S.C. 
1051),  changed  the  requirements  for  filing  affidavits  or  decla- 
rations of  continued  use  or  excusable  nonuse  under  8  of  the  Act 
(  8  affidavits),  15  U.S.C.  1058,  and  renewal  applications  under 
9  of  the  Act,  15  U.S.C.  1059,  effective  October  30,  1999. 

A.  Requirements  Prior  to  October  30,  1999 

Prior  to  October  30,  1999,  8  affidavits  were  required  between 
the  fifth  and  sixth  year  after  the  date  of  registration  or 
publication  under  §  12(c)  of  the  Act,  15  U.S.C.  §  1062(c).  No 
further  affidavits  were  required  under  8  of  the  Act.  There  was 
no  grace  period  for  filing  a  8  affidavit,  and  there  were  certain 
requirements  that  had  to  be  satisfied  before  the  expiration  of 
the  statutory  deadline  to  avoid  cancellation  of  the  registration. 
The  registrant  was  required  to  specify  the  type  of  commerce  in 
which  the  mark  was  in  use.  Renewal  applications  under  §9  of 
the  Act  were  required  to  be  filed  within  six  months  before  the 
expiration  date  of  a  registration,  or  within  a  three-month  grace 
period  thereafter  upon  payment  of  an  additional  fee.  There 
were  certain  requirements  that  had  to  be  met  before  the  end  of 
the  grace  period,  or  the  registration  would  expire.  Section  9  of 
the  Act  required  that  the  renewal  application  include  an 
affidavit  or  declaration  of  use  of  the  mark  in  commerce  or 
excusable  nonuse,  and  a  specimen  of  use  for  each  class  of 
goods  or  services. 

B.  Requirements  on  and  After  October  30,  1999 

TLTIA  amended  §8  of  the  Act  to:  (1)  add  a  six-month  grace 
period  for  filing  a  §8  affidavit  with  a  grace  period  surcharge; 
(2)  require  a  §8  affidavit  in  the  year  before  the  end  of  every 
ten-year  period  after  the  date  of  registration,  or  within  the 
grace  period;  (3)  clarify  that  the  current  owner  of  the  mark 
must  file  the  §8  affidavit;  and  (4)  provide  for  a  period  in  which 
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a  deficient  §8  affidavit  may  be  corrected,  upon  payment  of  a 
deficiency  surcharge.  A  §8  affidavit  is  still  required  between 
the  fifth  and  sixth  year  after  the  date  of  registration,  or  within 
the  six-month  grace  period.  The  Trademark  Rules  of  Practice 
were  amended  to  delete  the  requirement  to  specify  the  type  of 
commerce  in  which  the  mark  is  in  use. 

TLTIA  amended  §9  of  the  Act  to:  (1)  extend  the  three-month 
grace  period  to  six  months;  (2)  extend  the  time  for  filing  the 
renewal  application  from  six  months  to  twelve  months  before 
expiration  of  the  registration;  (3)  remove  the  requirement  for  a 
declaration  of  continued  use  in  commerce  or  excusable  nonuse, 
and  for  a  specimen  of  use,  in  a  renewal  application;  and  (4) 
provide  for  a  period  in  which  a  deficient  renewal  application 
may  be  corrected,  upon  payment  of  a  deficiency  surcharge.  No 
renewal  application  is  required  during  the  sixth  year. 

Accordingly,  both  a  §8  affidavit  and  a  §9  renewal  application 
must  be  filed  within  the  year  before  the  expiration  date  of  the 
registration,  or  within  the  six-month  grace  period.  In  sub- 
stance, except  as  noted  above,  the  requirements  of  the  com- 
bined filing  under  amended  §§8  and  9  of  the  Act  will  be  the 
same  as  the  requirements  for  renewal  applications  filed  before 
October  30,  1999. 

The  statutory  filing  periods  for  the  ten-year  §8  affidavits  are  the 
same  as  the  statutory  filing  periods  for  renewal  applications.  A 
§8  affidavit  and  renewal  application  may  be  combined  in  a 
single  document.  See  §VI(A)  of  this  Notice.  Most  deficiencies 
can  be  cured  after  expiration  of  the  deadlines  set  forth  in  §§8 
and  9  of  the  Act,  upon  payment  of  an  additional  deficiency 
surcharge.  See  §§III(L)  and  IV(L)  of  this  Notice  for  informa- 
tion about  the  procedures,  deadlines,  and  fees  for  correcting 
deficiencies. 

TLTIA  does  not  change  the  duration  of  a  registration.  See 
TMEP  §1601  regarding  the  duration  of  a  registration. 

II.  EFFECTIVE  DATE  AND  TRANSITION 

The  effective  date  of  TLTIA  and  the  changes  to  the  Trademark 
Rules  of  Practice  is  October  30,  1999. 

A.  Effective  Date 

1.  Section  8  Affidavits 

Under  TLTIA  §  109(c),  112  Stat.  3069,  the  amended  provisions 
of  §8  of  the  Act,  15  U.S.C.  §1058,  apply  to  "the  filing  of  an 
affidavit  if  the  sixth  or  tenth  anniversary  of  the  registration,  or 
the  sixth  anniversary  of  publication  of  the  registration  under 
12(c)  of  the  Trademark  Act  of  1946  for  which  the  affidavit  is 
filed  is  on  or  after  [October  30,  1999]."  The  new  law  does  not 
apply  to  a  §8  affidavit  due  before  October  30,  1999,  even  if  the 
affidavit  is  not  examined  until  after  October  30,  1999.  For 
example,  if  a  registration  issued  on  October  29,  1993,  the 
registrant  must  meet  the  statutory  requirements  of  §8  of  the  Act 
on  or  before  October  29,  1999.  The  registrant  cannot  take 
advantage  of  the  six-month  grace  period,  or  the  deficiency 
period,  provided  under  the  new  law.  The  provisions  of  §8(a)(3) 
of  the  Act,  requiring  the  filing  of  a  §8  affidavit  at  the  end  of 
each  successive  ten-year  period  after  registration,  do  not  apply 
to  a  registration  issued  or  renewed  for  a  twenty-year  term  (i.e., 
a  registration  issued  or  renewed  before  November  16,  1989) 
until  a  renewal  application  is  due.  See  §II(B)(3)  of  this  Notice. 

2.  Renewal  Applications 

Under  TLTIA  §  109(d),  112  Stat.  3069,  the  amended  provisions 
of  §9  of  the  Act,  15  U.S.C.  §1059,  apply  to  "the  filing  of  an 
application  for  renewal  of  a  registration  if  the  expiration  date 
of  the  registration  for  which  the  renewal  application  is  filed  is 
on  or  after  [October  30,  1999]." 

The  revised  provisions  of  §9  of  the  Act  do  not  apply  to 
applications  for  renewal  of  registrations  that  expire  before 
October  30,  1999,  even  if  the  appUcations  are  filed  or  exam- 
ined after  October  30,  1999.  For  example,  if  a  registration 
expires  on  October  29,  1999,  the  registrant  may  file  a  renewal 
application  within  six  months  preceding  that  date,  or  within  the 
three-month  grace  period  provided  under  the  old  law,  i.e.,  up 
through  January  29,  2000.  Neither  the  new  six-month  grace 
period,  nor  the  deficiency  period,  applies  to  registrations  with 
expiration  dates  prior  to  October  30,  1999. 


B.  Transition 

7.  Section  8  Affidavits  Filed  Before  October  30,  1999,  Where 
the  Sixth  Year  Expires  After  October  30,  1 999 

The  revised  provisions  of  §8  of  the  Trademark  Act  apply  to  the 
filing  of  an  affidavit  of  continued  use  or  excusable  nonuse 
under  §8  of  the  Act  if:  (1)  the  sixth  or  any  tenth  armiversary  of 
registration,  or  the  sixth  anniversary  of  pubhcation  under 
§  12(c)  of  the  Act,  is  on  or  after  October  30,  1999;  and  (2)  the 
affidavit  is  filed  on  or  after  October  30,  1999. 

Because  TLTL\  §  109(c),  112  Stat.  3069,  states  that  the 
amended  provisions  of  §8  of  the  Act  apply  only  to  "the  fifing" 
of  an  affidavit  if  the  sixth  (or  any  tenth)  anniversary  of  the 
registration,  or  the  sixth  anniversary  of  the  date  of  publication 
under  §  12(c)  of  the  Act.  is  on  or  after  October  30,  1999,  the 
Office  will  apply  the  revised  provisions  of  §8  of  the  Act  only 
to  §8  affidavits  ^/<?^  on  or  after  October  30,  1999.  The  old  law 
will  apply  to  §8  affidavits  filed  before  October  30,  1999,  even 
if  the  sixth  anniversary  is  on  or  after  October  30,  1999.  This 
will  assist  in  avoiding  confusion  and  in  providing  assurance  to 
registrants  and  attorneys  who  need  to  know  which  law  will 
apply  before  papers  are  prepared  and  filed. 

If  a  §8  affidavit  is  timely  filed  before  October  30,  1999,  for  a 
registration  whose  sixth  anniversary  is  on  or  after  October  30, 
1999,  and  found  to  be  deficient,  it  is  possible  that  no  time  will 
remain  in  the  statutory  period  during  which  defects  could  be 
cured  under  the  old  law.  In  this  situation,  if  there  is  time 
remaining  in  the  new  six-month  grace  period,  the  owner  of  the 
registration  must  file  a  complete  new  affidavit,  with  a  speci- 
men, filing  fee,  and  grace  period  surcharge,  in  order  to  obtain 
the  benefits  of  the  TLTIA  provisions  for  curing  deficiencies. 

If  there  is  no  time  remaining  in  the  new  six-month  grace 
period,  the  registration  will  be  cancelled. 

Example:  If  the  sixth  year  expires  on  November  5,  1999, 
and  a  §8  affidavit  is  filed  October  15,  1999,  without  a 
specimen,  the  old  law  will  apply.  Under  the  old  law,  the 
registration  must  be  cancelled  if  no  specimen  is  filed  before  the 
end  of  the  sixth  year.  TMEP  §1603.08.  To  gain  the  benefit  of 
the  TLTIA  provisions  for  curing  deficiencies,  the  owner  of  the 
registration  must  file  a  complete  new  §8  affidavit  within  six 
months  after  the  expiration  of  the  sixth  year  (i.e.,  on  or  before 
May  5,  2000),  with  a  specimen,  a  new  filing  fee,  and  grace 
period  surcharge. 

2.  Renewal  Applications  Filed  Before  October  30,  1999,  for 
Registrations  That  Expire  After  October  30,  1999 

The  revised  provisions  of  §9  of  the  Trademark  Act  apply  to  the 
filing  of  a  renewal  application  if :  ( 1 )  the  registration  expires  on 
or  after  October  30,  1999;  and  (2)  the  renewal  application  is 
filed  on  or  after  October  30,  1999. 

Because  TLTL\  §  109(d),  112  Stat.  3069,  states  that  the 
amended  provisions  of  §9  of  the  Act  apply  only  to  "the  filing" 
of  a  renewal  application  if  the  expiration  date  of  the  registra- 
tion is  on  or  after  October  30,  1999,  the  Office  will  apply  the 
new  law  only  to  renewal  applications  ^/e^  on  or  after  October 
30,  1999.  The  old  law  will  apply  to  renewal  applications  filed 
before  October  30,  1999,  even  if  the  registration  expires  on  or 
after  October  30,  1999. 

If  a  renewal  application  is  timely  filed  before  October  30, 
1999,  for  a  registration  that  expires  on  or  after  October  30, 
1999,  and  found  to  be  deficient,  it  is  possible  that  no  time  will 
remain  in  the  three-month  grace  period  during  which  defects 
could  be  cured  under  the  old  law.  In  this  situation,  if  there  is 
time  remaining  in  the  new  six-month  grace  period,  in  order  to 
obtain  the  benefits  of  the  TLTIA  provisions  for  curing  defi- 
ciencies, the  registrant  must  file:  (1)  a  complete  new  §9 
renewal  appUcation,  with  a  filing  fee,  and  grace  period 
surcharge;  and  (2)  a  complete  §8  affidavit  with  a  specimen, 
filing  fee,  and  grace  period  surcharge,  within  six  months  after 
the  expiration  of  the  registration. 

If  there  is  no  time  remaining  in  the  new  six-month  grace 
period,  the  registration  will  expire. 
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Example:  If  the  registration  expires  on  November  5,  1999, 
and  a  renewal  application  is  filed  October  15,  1999,  without  a 
specimen,  the  old  law  will  apply.  Under  the  old  law,  the 
registration  will  expire  if  the  registrant  does  not  file  a  specimen 
(together  with  a  grace  period  surcharge)  before  the  end  of  the 
three-month  grace  period  (i.e.,  on  or  before  February  5,  2000). 
TMEP  §1605.06.  To  gain  the  benefit  of  the  TLTIA  provisions 
for  curing  deficiencies,  the  owner  of  the  registration  must 
submit:  (1)  a  complete  new  §9  renewal  application  (with  a 
filing  fee  and  grace  period  surcharge);  and  (2)  a  complete  new 
§8  affidavit  (with  a  specimen,  filing  fee,  and  grace  period 
surcharge),  within  six  months  after  the  expiration  of  the 
registration  (i.e.,  on  or  before  May  5,  2000). 

3.  Registrations  in  Twenty-Year  Terms 

The  provisions  of  §8(a)(3)  of  the  Act,  requiring  the  filing  of  a 
§8  affidavit  at  the  end  of  each  successive  ten-year  period  after 
registration,  do  not  apply  to  a  registration  issued  or  renewed 
for  a  twenty-year  term  (i.e.,  a  registration  issued  or  renewed 
before  November  16,  1989)  until  a  renewal  application  is  due. 

Example:  If  a  registration  was  issued  or  renewed  on  No- 
vember 5,  1989.  no  §8  affidavit  is  due  between  November  5, 
1998  and  November  5,  1999.  Section  8(a)(3)  of  the  Act  does 
not  apply  until  the  renewal  application  is  due,  i.e.,  between 
November  5,  2008  and  November  5,  2009. 

Should  the  Office  receive  a  §8  affidavit  during  the  tenth  year 
for  a  registration  in  a  twenty-year  term,  the  Office  will  refund 
the  filing  fee  and  notify  the  filer  that  the  document  will  not  be 
processed.  The  document  will  not  be  returned. 

ni.  AFFIDAVIT  OF  CONTINUED  USE  OR  EXCUSABLE 
NONUSE  OF  MARK  IN  COMMERCE  UNDER  SEC- 
TION 8 

75  U.S.C.  1058.  Duration. 

(a)  Each  registration  shall  remain  in  force  for  10  years, 
except  that  the  registration  of  any  mark  shall  be  canceled  by 
the  Commissioner  for  failure  to  comply  with  the  provisions  of 
subsection  (b)  of  this  section,  upon  the  expiration  of  the 
following  time  periods,  as  applicable: 

(1)  For  registrations  issued  pursuant  to  the  provisions  of  this 
Act,  at  the  end  of  6  years  following  the  date  of  registration. 

(2)  For  registrations  published  under  the  provisions  of 
section  12(c),  at  the  end  of  6  years  following  the  date  of 
publication  under  such  section. 

(3)  For  all  registrations,  at  the  end  of  each  successive 
10-year  period  following  the  date  of  registration. 

(b)  During  the  1 -year  period  immediately  preceding  the  end 
of  the  applicable  time  period  set  forth  in  subsection  (a),  the 
owner  of  the  registration  shall  pay  the  prescribed  fee  and  file 
in  the  Patent  and  Trademark  Office- 

(1)  an  affidavit  setting  forth  those  goods  or  services  recited 
in  the  registration  on  or  in  connection  with  which  the  mark  is 
in  use  in  commerce  and  such  number  of  specimens  or  facsimi- 
les showing  current  use  of  the  mark  as  may  be  required  by  the 
Commissioner;  or 

(2)  an  affidavit  setting  forth  those  goods  or  services  recited 
in  the  registration  on  or  in  connection  with  which  the  mark  is 
not  in  use  in  commerce  and  showing  that  any  such  nonuse  is 
due  to  special  circumstances  which  excuse  such  nonuse  and  is 
not  due  to  any  intention  to  abandon  the  mark. 

(c)(1)  The  owner  of  the  registration  may  make  the  submis- 
sions required  under  this  section  within  a  grace  period  of  6 
months  after  the  end  of  the  applicable  time  period  set  forth  in 
subsection  (a).  Such  submission  is  required  to  be  accompanied 
by  a  surcharge  prescribed  by  the  Commissioner 

(2)  If  any  submission  filed  under  this  section  is  deficient,  the 
deficiency  may  be  corrected  after  the  statutory  time  period  and 
within  the  time  prescribed  after  notification  of  the  deficiency. 
Such  submission  is  required  to  be  accompanied  by  a  surcharge 
prescribed  by  the  Commissioner 


(d)  Special  notice  of  the  requirement  for  affidavits  under  this 
section  shall  be  attached  to  each  certificate  of  registration  and 
notice  of  publication  under  section  12(c). 

(e)  The  Commissioner  shall  notify  any  owner  who  files  1  of 
the  affidavits  required  by  this  section  of  the  Commissioner's 
acceptance  or  refusal  thereof  and,  in  the  case  of  a  refusal,  the 
reasons  therefor 

(f)  If  the  registrant  is  not  domiciled  in  the  United  States,  the 
registrant  shall  designate  by  a  written  document  filed  in  the 
Patent  and  Trademark  Office  the  name  and  address  of  some 
person  resident  in  the  United  States  on  whom  may  be  served 
notices  or  process  in  proceedings  affecting  the  mark.  Such 
notices  or  process  may  be  served  upon  the  person  so  desig- 
nated by  leaving  with  that  person  or  mailing  to  that  person  a 
copy  thereof  at  the  address  specified  in  the  last  designation  so 
filed.  If  the  person  so  designated  cannot  be  found  at  the 
address  given  in  the  last  designation,  such  notice  or  process 
may  be  served  upon  the  Commissioner 

Under  §8  of  the  Trademark  Act,  15  U.S.C.  §1058,  the  owner  of 
the  registration  must  file  an  affidavit  or  declaration  of  contin- 
ued use  or  excusable  nonuse  within  the  following  time  periods, 
or  the  registration  will  be  cancelled: 

(1)  between  the  fifth  and  sixth  year  after  the  date  of 
registration  or  date  of  publication  under  §  12(c)  of  the  Act;  and 

(2)  within  the  year  before  the  end  of  every  ten-year  period 
after  the  date  of  registration. 

Section  8(a)(3)  of  the  Act,  15  U.S.C.  §  1058(a)(3),  requires  an 
affidavit  or  declaration  of  continued  use  or  excusable  nonuse  at 
the  end  of  each  successive  ten-year  period  following  the  date 
of  registration  for  all  registrations,  including  registrations 
issued  under  the  Acts  of  1881,  1905  and  1920.  However,  this 
requirement  does  not  apply  to  a  registration  issued  or  renewed 
for  a  twenty-year  term  (i.e.,  a  registration  issued  or  renewed 
before  November  16,  1989)  until  a  renewal  application  is  due. 
See  §II(B)(3)  of  this  Notice. 

A.  Requirements  for  Affidavit  or  Declaration  of  Continued 
Use  or  Excusable  Nonuse 

37  C.F.R.  §2.161.  Requirements  for  a  complete  affidavit  or 
declaration  of  continued  use  or  excusable  nonuse 

A  complete  affidavit  or  declaration  under  section  8  of  the  Act 
must: 

(a)  Be  filed  by  the  owner  within  the  period  set  forth  in 
§2. 160(a); 

(b)  Include  a  statement  that  is  signed  and  verified  (sworn  to) 
or  supported  by  a  declaration  under  §2.20  by  a  person 
properly  authorized  to  sign  on  behalf  of  the  owner,  attesting  to 
the  continued  use  or  excusable  nonuse  of  the  mark  within  the 
period  set  forth  in  section  8  of  the  Act.  The  verified  statement 
must  be  executed  on  or  after  the  beginning  of  the  filing  period 
specified  in  §2. 160(a).  A  person  who  is  properly  authorized  to 
sign  on  behalf  of  the  owner  is: 

(1)  a  person  with  legal  authority  to  bind  the  owner;  or 

(2)  a  person  with  firsthand  knowledge  of  the  facts  and  actual 
or  implied  authority  to  act  on  behalf  of  the  owner;  or 

(3)  an  attorney  as  defined  in  §10. 1(c)  of  this  chapter  who 
has  an  actual  or  implied  written  or  verbal  power  of  attorney 
from  the  owner 

(c)  Include  the  registration  number; 

(d)(1)  Include  the  fee  required  by  §2.6  for  each  class  of 
goods  or  services  that  the  affidavit  or  declaration  covers; 

(2)  If  the  affidavit  or  declaration  is  filed  during  the  grace 
period  under  section  8(c)(1)  of  the  Act,  include  the  late  fee  per 
class  required  by  §2.6; 

(3)  If  at  least  one  fee  is  submitted  for  a  multi-class 
registration,  but  the  class(es)  to  which  the  fee(s)  should  be 
applied  are  not  specified,    the   Office   will   issue   a   notice 
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requiring  either  the  submission  of  additional  fee(s)  or  an 
indication  of  the  class(es)  to  which  the  original  fee(s)  should 
be  applied.  Additional  fee(s)  may  be  submitted  if  the  require- 
ments of  §2.164  are  met.  If  the  required  fee(s)  are  not 
submitted  and  the  class(es)  to  which  the  original  fee(s)  should 
be  applied  are  not  specified,  the  Office  will  presume  that  the 
fee(s)  cover  the  classes  in  ascending  order,  beginning  with  the 
lowest  numbered  class; 

(e)(1)  Specify  the  goods  or  services  for  which  the  mark  is  in 
use  in  commerce,  and/or  the  goods  or  services  for  which 
excusable  nonuse  is  claimed  under  §2.161(f)(2);(2)  If  the 
affidavit  or  declaration  covers  less  than  all  the  goods  or 
services,  or  less  than  all  the  classes  in  the  registration,  specify 
the  goods  or  services  being  deleted  from  the  registration; 

(f)(1)  State  that  the  registered  mark  is  in  use  in  commerce  on 
or  in  connection  with  the  goods  or  services  in  the  registration; 
or 

(2)  If  the  registered  mark  is  not  in  use  in  commerce  on  or  in 
connection  with  all  the  goods  or  services  in  the  registration, 
set  forth  the  date  when  use  of  the  mark  in  commerce  stopped 
and  the  approximate  date  when  use  is  expected  to  resume;  and 
recite  facts  to  show  that  nonuse  as  to  those  goods  or  services 
is  due  to  special  circumstances  that  excuse  the  nonuse  and  is 
not  due  to  an  intention  to  abandon  the  mark. 

(g)  Include  a  specimen  showing  current  use  of  the  mark  for 
each  class  of  goods  or  services,  unless  excusable  nonuse  is 
claimed  under  §2. 161(f)(2).  The  specimen  must: 

(1)  Show  the  mark  as  actually  used  on  or  in  connection  with 
the  goods  or  in  the  sale  or  advertising  of  the  services.  A 
photocopy  or  other  reproduction  of  the  specimen  showing  the 
mark  as  actually  used  is  acceptable.  However,  a  photocopy 
that  merely  reproduces  the  registration  certificate  is  not  a 
proper  specimen; 

(2)  Be  flat  and  no  larger  than  8  1/2  inches  (21.6  cm.)  wide 
by  11.69  inches  (29.7  cm.)  long.  If  a  specimen  exceeds  these 
size  requirements  (a  "bulky  specimen' ),  the  Office  will  create 
a  facsimile  of  the  specimen  that  meets  the  requirements  of  the 
rule  (i.e.,  is  flat  and  no  larger  than  8  1/2  inches  (21.6  cm.)  wide 
by  11.69  inches  (29.7  cm.)  long)  and  put  it  in  the  file  wrapper; 

(h)  If  the  registrant  is  not  domiciled  in  the  United  States,  the 
registrant  must  list  the  name  and  address  of  a  United  States 
resident  upon  whom  notices  or  process  in  proceedings  affect- 
ing the  registration  may  be  served. 

B.  Time  for  Filing  AfiBdavit 

Under  §8(a)  of  the  Trademark  Act,  15  U.S.C.  §  1058(a),  the 
owner  of  the  registration  must  file  the  affidavit  or  declaration  of 
continued  use  or  excusable  nonuse:  (1)  at  the  end  of  six  years 
after  the  date  of  registration  or  date  of  publication  under  §  12(c) 
of  the  Act;  and  (2)  at  the  end  of  every  ten-year  period  after  the 
date  of  registration.  See  Trademark  Rule  2.160(a),  37  C.F.R. 
§2. 160(a). 

Section  8(b)  of  the  Act,  15  U.S.C.  §  1058(b),  provides  that  the 
owner  may  file  the  affidavit  or  declaration  during  the  one  year 
immediately  preceding  the  deadline  set  forth  in  §8(a)  of  the 
Act. 

Under  §8(c)(l)  of  the  Act,  15  U.S.C.  §1058(c)(l),  the  affidavit 
or  declaration  may  be  filed  within  a  grace  period  of  six  months 
after  the  expiration  of  the  deadline  set  forth  in  §8(a)  of  the  Act, 
upon  payment  of  an  additional  grace  period  surcharge. 

If  the  owner  of  the  registration  does  not  file  an  affidavit  or 
declaration  of  continued  use  or  excusable  nonuse  before  the 
end  of  the  grace  period,  the  registration  will  be  cancelled.  37 
C.F.R.  §2. 160(a)  and  2.164(b). 

The  affidavit  cannot  be  filed  before  the  period  specified  in 
§§8(a)  and  (b)  of  the  Act.  The  purpose  of  the  affidavit  is  to 
show  that  the  mark  is  still  in  use  in  commerce  within  the 
relevant  period,  which  cannot  be  done  by  an  affidavit  filed 
prior  to  that  period.  In  re  Holland  American  Wafer  Co.,  Ill 
F.2d  1015,  222  USPQ  273  (Fed.  Cir.  1984).  If  an  affidavit  is 
filed  before  the  period  specified  in  §§8(a)  and  (b)  of  the  Act, 
the  Office  will  issue  a  notice  advising  the  registrant  that  the 


affidavit  is  premature;  of  the  appropriate  time  for  filing  the  §8 
affidavit;  that  the  fee(s)  submitted  will  be  held;  and  that  the 
registrant  may  file  a  new  affidavit  at  the  appropriate  time  or 
may  request  a  refund  at  any  time.  There  is  no  deficiency 
surcharge.  The  prematurely  filed  affidavit  will  be  placed  in  the 
file.  If  a  newly  executed  affidavit  or  declaration  is  not  filed 
before  the  end  of  the  grace  period,  the  registration  will  be 
cancelled  and  the  fees  refunded. 

C.  Fees 

1.  Filing  Fee  for  Affidavit  or  Declaration 

Under  §8(b)  of  the  Trademark  Act,  15  U.S.C.  §  1058(b),  and 
Trademark  Rule  §2.161(d)(l),  37  C.F.R.  2.161(d)(1),  an  affi- 
davit or  declaration  of  continued  use  or  excusable  nonuse  must 
include  the  fee  required  by  §2.6  for  each  class  of  goods  or 
services  that  the  affidavit  or  declaration  covers. 

2.  Grace  Period  Surcharge 

If  the  affidavit  or  declaration  is  filed  during  the  grace  period 
under  §8(c)(l)  of  the  Act,  it  must  include  the  grace  period 
surcharge  per  class  required  by  §2.6.  37  C.F.R.  §2. 161(d)(2). 
The  grace  period  surcharge  applies  only  where  no  filing  was 
made  between  the  fifth  and  sixth  year  after  the  date  of 
registration  or  date  of  publication  under  §  12(c)  of  the  Act,  or 
within  the  year  before  the  end  of  any  ten-year  period  after  the 
date  of  registration.  Someone  who  files  within  these  periods, 
but  corrects  a  deficiency  after  these  periods  have  expired,  will 
be  subject  to  the  deficiency  surcharge  only.  On  the  other  hand, 
someone  who  files  during  the  grace  period  and  cures  deficien- 
cies after  expiration  of  the  grace  period  will  be  subject  to  both 
the  grace  period  surcharge  (for  the  ability  to  file  the  affidavit 
during  the  grace  period)  and  the  deficiency  surcharge  (for  the 
ability  to  correct  a  deficiency  after  the  end  of  the  grace  period). 

Currently,  the  grace  period  surcharge  is  $100  per  class. 

3.  Deficiency  Surcharge 

Section  8(c)(2)  of  the  Trademark  Act,  15  U.S.C.  §  1058(c)(2), 
requires  a  "deficiency  surcharge"  for  correcting  deficiencies 
after  expiration  of  the  deadlines  specified  in  §8.  See  Trademark 
Rule  2.164,  37  C.FR.  §2.164,  and  §III(L)  of  this  Notice 
regarding  the  deadlines  and  fees  for  correcting  deficiencies. 

Only  a  single  deficiency  surcharge  is  required  for  correcting 
deficienc(ies)  in  a  multi-class  registration.  Similarly,  only  a 
single  deficiency  surcharge  is  required  to  correct  several 
deficiencies  within  one  document.  Currently,  the  deficiency 
surcharge  is  $100. 

4.  Processing  Affidavit  or  Declaration  Filed  With  Insufficient 
Fees 

An  affidavit  or  declaration  that  does  not  include  sufficient  fees 
to  cover  the  filing  fee  for  all  the  classes  to  which  the  affidavit 
pertains  (and  the  grace  period  surcharge,  where  applicable)  is 
deficient.  Deficiencies  may  be  cured  before  expiration  of  the 
deadlines  set  forth  in  §8  of  the  Act  for  no  fee,  or  after 
expiration  of  the  deadlines  set  forth  in  §8  of  the  Act  upon 
payment  of  the  deficiency  surcharge  required  by  §8(c)(2)  of  the 
Act.  See  Trademark  Rule  2.164,  37  C.F.R.  §2.164,  and  §III(L) 
of  this  Notice  for  information  about  the  procedures,  deadlines, 
and  fees  for  correcting  deficiencies. 

If  the  affidavit  or  declaration  is  accompanied  by  insufficient 
fees  to  cover  all  the  classes  to  which  the  affidavit  pertains,  and 
the  affidavit  or  declaration  included  an  authorization  to  charge 
deficient  fees  to  a  deposit  account,  the  filing  fee  (and  grace 
period  surcharge,  where  applicable)  will  be  charged  to  the 
deposit  account.  If  the  deposit  account  authorization  is  in- 
cluded with  the  affidavit  or  declaration  as  filed,  and  the  deposit 
account  has  sufficient  funds  to  cover  the  fee(s)  in  question, 
there  is  no  fee  deficiency  and  no  deficiency  surcharge  is 
required. 

An  authorization  to  charge  fees  to  a  deposit  account  with 
insufficient  funds  to  cover  the  fee  is  regarded  as  a  deficiency. 
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If  a  check  submitted  as  payment  of  a  filing  fee  for  an  affidavit 
of  continued  use  or  excusable  nonuse  is  returned  to  the  Office 
unpaid,  this  is  also  regarded  as  a  deficiency.  In  addition  to  the 
deficiency  surcharge  (where  applicable),  there  is  a  $50  fee  for 
processing  the  returned  check.  37  C.F.R.  §1.21(m). 

If  at  least  one  fee  is  submitted  for  a  multi-class  registration,  but 
the  class(es)  to  which  the  fee(s)  should  be  applied  are  not 
specified,  the  Post  Registration  paralegal  will  issue  a  notice 
requiring  either  the  submission  of  additional  fee(s)  or  an 
indication  of  the  class(es)  to  which  the  original  fee(s)  should 
be  applied.  If  the  required  fee(s)  are  not  submitted  and  the 
class(es)  to  which  the  original  fee(s)  should  be  applied  are  not 
specified,  the  Office  will  presume  that  the  fee(s)  cover  the 
classes  in  ascending  order,  beginning  with  the  lowest  num- 
bered class.  37  C.F.R.  §2. 161(d)(3). 

D.  Ownership,  and  Who  May  File  AflBdavit 

1.  Affidavit  or  Declaration  Must  be  Filed  by  Owner 

The  §8  affidavit  must  be  filed  by  the  owner  of  the  registration. 
Filing  by  the  owner  is  a  nndnimum  requirement  that  must  be 
met  before  the  expiration  of  the  deadline  set  forth  in  §8(a)  of 
the  Act  (i.e.,  before  the  end  of  the  sixth  year  after  the  date  of 
registration  or  publication  under  §  12(c)  of  the  Trademark  Act, 
or  before  the  end  of  every  ten-year  period  after  the  date  of 
registration),  or  within  the  six-month  grace  period  under 
§8(c)(l)  of  the  Act.  Trademark  Rule  2.164(b),  37  C.F.R. 
§2.164(b). 

If  the  affidavit  or  declaration  was  filed  in  the  name  of  the 
wrong  party,  and  there  is  time  remaining  in  the  filing  period  or 
grace  period,  the  true  owner  must  file  a  complete  new  affidavit 
or  declaration,  together  with  the  filing  fee  per  class  required  by 
§2.6,  and  a  specimen  of  use  for  each  class.  If  the  substitute 
affidavit  or  declaration  is  filed  during  the  grace  period,  the 
grace  period  surcharge  per  class  must  also  be  included  with  the 
substitute  affidavit. 

If  the  affidavit  or  declaration  was  filed  in  the  name  of  the 
wrong  party,  and  there  is  no  time  remaining  in  the  grace  period, 
a  substitute  affidavit  by  the  true  owner  caimot  be  accepted, 
even  upon  payment  of  a  deficiency  surcharge.  The  registration 
will  be  cancelled. 

The  filing  fee  for  an  affidavit  filed  in  the  name  of  the  wrong 
party  will  not  be  refunded. 

2.  Establishing  Ownership 

If  the  owner  set  forth  in  the  affidavit  is  not  the  owner  of  record 
according  to  the  records  of  the  Assignment  Division  of  the 
Office,  continuity  of  title  from  the  original  registrant  to  the 
present  owner  must  be  shown.  See  TMEP  §  1603.05(a)  regard- 
ing the  procedures  for  establishing  ownership. 

Evidence  of  ownership  may  be  furnished  even  after  expiration 
of  the  deadline  set  forth  in  §8  of  the  Act.  If  the  party  who  filed 
the  affidavit  was  the  owner  of  the  registration  at  the  time  of 
filing,  there  is  no  deficiency,  and  no  deficiency  surcharge  is 
required. 

The  procedures  for  establishing  ownership  also  apply  to 
changes  of  name  and  other  changes  of  legal  entity. 

The  notification  of  acceptance  of  a  §8  affidavit  is  issued  in  the 
name  of  the  owner  of  record,  as  reflected  in  the  records  of  the 
Assignment  Division  of  the  Office.  TMEP  §  1603.05(c). 

3.  Correction  of  Mistake  in  Setting  Forth  the  Name  of  the 
Owner 


No  deficiency  surcharge  will  be  required  for  correcting  a 
clerical  error  in  setting  forth  the  name  of  the  owner  of  the 
registration. 

E.  Execution  of  Affidavit  or  Declaration 

1.  Persons  Who  May  Sign  Affidavit  or  Declaration 

Trademark  Rule  2.161(b),  37  C.ER.  §2. 161(b),  requires  that 
the  §8  affidavit  or  declaration  include  a  statement  that  is  signed 
and  verified  (sworn  to)  or  supported  by  a  declaration  under 
§2.20  by  a  person  properly  authorized  to  sign  on  behalf  of  the 
owner.  A  "person  who  is  properly  authorized  to  sign  on  behalf 
of  the  owner"  is:  (1)  a  person  with  legal  authority  to  bind  the 
owner;  or  (2)  a  person  with  firsthand  knowledge  of  the  facts 
and  actual  or  imphed  authority  to  act  on  behalf  of  the  owner; 
or  (3)  an  attorney  as  defined  in  37  C.F.R.  §10. 1(c)  who  has  an 
actual  or  implied  written  or  verbal  power  of  attorney  from  the 
owner. 

Generally,  the  Office  no  longer  questions  the  authority  of  the 
person  who  signs  a  verification,  unless  there  is  an  inconsis- 
tency in  the  record  as  to  the  signatory's  authority  to  sign.  The 
owner  of  the  registration  and/or  the  owner's  attorney  are  in  the 
best  position  to  determine  who  has  the  knowledge  and  author- 
ity to  sign  a  verification. 

2.  Date  of  Execution  of  Affidavit  or  Declaration 

Under  Trademark  Rule  2.161(b),  the  verified  statement  must 
be  executed  on  or  after  the  beginning  of  the  filing  period 
specified  in  37  C.F.R.  §2. 160(a),  i.e.,  on  or  after  the  fifth 
armiversary  of  the  date  of  registration  or  publication  under 
§  12(c),  or  on  or  after  the  beginning  of  each  ten-year  period 
after  the  date  of  registration.  Because  the  purpose  of  the 
affidavit  is  to  attest  to  the  continued  use  or  excusable  nonuse  of 
the  mark  within  the  time  periods  specified  in  §8  of  the  Act,  the 
affidavit  caimot  be  executed  before  these  time  periods  begin. 

An  affidavit  filed  within  the  period  specified  in  §8  of  the  Act, 
but  executed  before  that  period,  is  deficient.  The  owner  of  the 
registration  will  be  required  to  submit  a  substitute  or  supple- 
mental affidavit  or  declaration  attesting  to  use  in  commerce  (or 
excusable  nonuse)  on  or  in  connection  with  the  goods  or 
services  within  the  relevant  period  specified  in  §8  of  the  Act. 

If  the  §8  affidavit  was  filed  during  the  relevant  period  specified 
in  §§8(a)  and  8(b)  of  the  Act  (i.e.,  between  the  fifth  and  sixth 
year  after  the  date  of  registration  or  publication  under  §  1 2(c)  of 
the  Trademark  Act,  or  within  one  year  before  the  end  of  any 
ten-year  period  after  the  date  of  registration),  the  substitute 
affidavit  may  be  filed  before  expiration  of  the  relevant  period 
for  no  fee,  or  after  expiration  of  the  relevant  period  upon 
payment  of  the  deficiency  surcharge  required  under  §8(c)(2)  of 
the  Act.  If  the  §8  affidavit  was  filed  during  the  grace  period,  the 
substitute  affidavit  may  be  filed  before  expiration  of  the  grace 
period  for  no  fee,  or  after  expiration  of  the  grace  period  upon 
payment  of  the  deficiency  surcharge.  See  Trademark  Rule 
2.160(a),  37  C.ER.  §2.160(a),  and  §III(B)  of  this  Notice 
regarding  the  deadlines  for  filing  §8  affidavits.  See  also 
Trademark  Rule  2.164,  37  C.ER.  §2.164,  and  §III(L)  of  this 
Notice  for  information  about  the  procedures,  deadlines,  and 
fees  for  correcting  deficiencies. 

F.  Goods  and/or  Services  Set  Forth  in  Affidavit  or  Decla- 
ration 

7.  Goods  and/or  Services  Must  be  Specified  or  Expressly 
Incorporated  by  Reference 


If  the  affidavit  or  declaration  was  filed  in  the  name  of  an 
existing  entity  that  did  not  own  the  mark  as  of  the  filing  date, 
a  substitute  affidavit  or  declaration  cannot  be  filed  in  the  name 
of  the  true  owner  unless  there  is  time  remaining  in  the  grace 
period  set  forth  in  §8  of  the  Act.  See  §III(D)(1)  of  this  Notice. 
However,  if  there  is  no  change  of  name  or  entity,  but  a  mistake 
is  made  in  setting  out  the  name  of  the  owner  of  the  registration 
in  the  affidavit,  the  mistake  can  be  corrected.  In  re  Atlanta  Blue 
Print  Co.,  19  USPQ2d  1078  (Comm'r  Pats.  1990). 


Sections  8(b)(1)  and  (2)  of  the  Trademark  Act,  15  U.S.C. 
§§1058(b)(l)  and  (2),  and  Trademark  Rule  2.161(e)(1),  37 
C.F.R.  §2. 161(e)(1),  require  that  the  affidavit  or  declaration 
specify  the  goods  or  services  recited  in  the  registration  on  or  in 
connection  with  which  the  mark  is  in  use  in  commerce,  and/or 
the  goods  or  services  for  which  nonuse  is  claimed.  The 
affidavit  or  declaration  may  incorporate  by  reference  the 
identification  set  forth  in  the  registration  certificate.  Incorpo- 
ration by  reference  is  recommended. 
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2.  No  Goods  or  Services  Listed 

An  affidavit  or  declaration  that  fails  to  list  or  incorporate  by 
reference  the  goods  or  services  in  the  registration  is  deficient. 
The  owner  must  file  a  substitute  or  supplemental  affidavit  or 
declaration  listing  the  goods  or  services,  and  stating  that  the 
mark  was  in  use  in  commerce  on  or  in  connection  with  the 
goods  or  services  during  the  relevant  filing  period  specified  in 
§8  of  the  Act.  If  the  §8  affidavit  was  filed  during  the  relevant 
period  specified  in  §§8(a)  and  8(b)  of  the  Act  (i.e.,  between  the 
fifth  and  sixth  year  after  the  date  of  registration  or  publication 
under  §  12(c)  of  the  Trademark  Act,  or  within  one  year  before 
the  end  of  any  ten-year  period  after  the  date  of  registration),  the 
substitute  affidavit  may  be  filed  before  expiration  of  the 
relevant  period  for  no  fee,  or  after  expiration  of  the  relevant 
period  upon  payment  of  the  deficiency  surcharge  required 
under  § 8(c)(2)  of  the  Act.  If  the  §8  affidavit  was  filed  during 
the  grace  period,  the  substitute  affidavit  may  be  filed  before 
expiration  of  the  grace  period  for  no  fee,  or  after  expiration  of 
the  grace  period  upon  payment  of  the  deficiency  surcharge.  See 
Trademark  Rule  2.160(a),  37  C.F.R.  §2. 160(a),  and  §III(B)  of 
this  Notice  regarding  the  deadlines  for  filing  §8  affidavits.  See 
also  Trademark  Rule  2.164,  37  C.F.R.  §2.164,  and  §III(L)  of 
this  Notice  for  information  about  the  procedures,  deadlines, 
and  fees  for  correcting  deficiencies. 

3.  Failure  to  List  All  Goods  or  Services  Recited  in  Registration 

An  affidavit  or  declaration  that  fails  to  list  or  incorporate  by 
reference  all  the  goods  or  services  to  which  the  affidavit 
pertains  is  deficient. 

If  the  affidavit  or  declaration  covers  less  than  all  the  goods  or 
services  listed  in  the  registration,  and  the  owner  does  not 
expressly  indicate  an  intention  to  delete  the  goods  or  services, 
the  Post  Registration  Section  of  the  Office  should  confirm  that 
the  owner  intends  to  delete  the  goods  or  services.  If  the  owner 
did  not  intend  to  delete  the  goods,  the  owner  may  file  a 
substitute  or  supplemental  affidavit  or  declaration  adding  the 
omitted  goods  or  services,  provided  that  the  owner  verifies  that 
the  mark  was  in  use  in  commerce  on  or  in  connection  with  the 
goods  or  services  during  the  relevant  filing  period  specified  in 
§8  of  the  Act.  This  substitute  affidavit  may  be  filed  before 
expiration  of  the  relevant  deadline  set  forth  in  §8  of  the  Act  for 
no  fee,  or  after  expiration  of  the  deadline  set  forth  in  §8  of  the 
Act  upon  payment  of  the  deficiency  surcharge  required  by 
§8(c)(2)  of  the  Act.  See  Trademark  Rule  2.164,  37  C.FR. 
§2.164,  and  §III(L)  of  this  Notice  for  information  about  the 
procedures,  deadlines,  and  fees  for  correcting  deficiencies. 

If  the  owner  does  not  file  a  substitute  or  supplemental  affidavit 
or  declaration  that  the  mark  was  in  use  in  commerce  on  or  in 
connection  with  the  omitted  goods  or  services  during  the 
relevant  filing  period  specified  in  §8  of  the  Act,  the  omitted 
goods  or  services  will  be  deleted  from  the  registration,  and  the 
registration  will  be  deemed  cancelled  as  to  those  items. 

4.  Deletion  of  Goods 

If  the  owner  of  the  registration  intends  to  delete  goods  from  the 
registration,  this  should  be  expressly  stated  in  the  affidavit  or 
declaration.  Trademark  Rule  2.161(e)(2),  37  C.F.R. 
§2. 161(e)(2).  This  will  avoid  an  unnecessary  inquiry  by  the 
paralegal  as  to  whether  the  owner  intends  to  delete  the  goods 
or  services  from  the  registration. 

5.  New  Goods  or  Services  Cannot  be  Added 

Goods  or  services  that  are  not  listed  in  the  registration  should 
not  be  set  forth  in  the  §8  affidavit.  If  goods  or  services  not 
listed  in  the  registration  are  set  forth  in  the  affidavit,  the  Post 
Registration  Section  of  the  Office  will  notify  the  registrant  that 
these  items  may  not  be  added. 

G.  Use  in  Commerce 

The  §8  affidavit  must  state  that  the  mark  is  in  use  in  commerce 
on  or  in  connection  with  the  goods  or  services  listed  in  the 
registration,  unless  excusable  nonuse  is  claimed.  37  C.F.R. 
§2. 161(f)(1).  The  §8  affidavit  need  not  specify  the  type  of 
commerce  (e.g.,  interstate)  in  which  the  mark  is  used. 


A  §8  affidavit  that  does  not  state  that  the  mark  is  in  use  in 
commerce  is  deficient.  The  owner  must  submit  a  substitute 
affidavit  or  declaration  stating  that  the  mark  was  in  use  in 
commerce  on  or  in  connection  with  the  goods  or  services  listed 
in  the  registration  during  the  relevant  period  specified  in  §8  of 
the  Act,  as  follows: 

(1)  If  the  §8  affidavit  was  filed  between  the  fifth  and  sixth 
year  after  the  date  of  registration  or  publication  under  §  12(c)  of 
the  Act,  the  substitute  affidavit  must  state  that  the  mark  was  in 
use  in  commerce  on  or  in  connection  with  the  goods  or 
services  before  the  expiration  of  the  sixth  year  after  the  date  of 
registration  or  publication  under  §  12(c);  or 

(2)  If  the  §8  affidavit  was  filed  within  one  year  before  the 
end  of  any  ten-year  period  after  the  date  of  registration,  the 
substitute  affidavit  must  state  that  the  mark  was  in  use  in 
commerce  on  or  in  connection  with  the  goods  or  services 
within  one  year  before  the  end  of  the  ten-year  period  after  the 
date  of  registration;  or 

(3)  If  the  §8  affidavit  was  filed  during  the  grace  period,  the 
substitute  affidavit  must  state  that  the  mark  was  in  use  in 
commerce  on  or  in  connection  with  the  goods  or  services 
before  the  expiration  of  the  grace  period. 

If  the  §8  affidavit  was  filed  during  the  relevant  period  specified 
in  §§8(a)  and  8(b)  of  the  Act  (i.e.,  between  the  fifth  and  sixth 
year  after  the  date  of  registration  or  publication  under  §  12(c)  of 
the  Trademark  Act,  or  within  one  year  before  the  end  of  any 
ten-year  period  after  the  date  of  registration),  the  substitute 
affidavit  may  be  filed  before  expiration  of  the  relevant  period 
for  no  fee,  or  after  expiration  of  the  relevant  period  upon 
payment  of  the  deficiency  surcharge  required  under  § 8(c)(2)  of 
the  Act.  If  the  §8  affidavit  was  filed  during  the  grace  period,  the 
substitute  affidavit  may  be  filed  before  expiration  of  the  grace 
period  for  no  fee,  or  after  expiration  of  the  grace  period  upon 
payment  of  the  deficiency  surcharge.  See  Trademark  Rule 
2.160(a),  37  C.FR.  §2. 160(a),  and  §III(B)  of  this  Notice 
regarding  the  deadlines  for  filing  §8  affidavits.  See  also 
Trademark  Rule  2.164,  37  C.FR.  §2.164,  and  §III(L)  of  this 
Notice  for  information  about  the  procedures,  deadlines,  and 
fees  for  correcting  deficiencies. 

If  the  substitute  affidavit  does  not  state  that  the  mark  was  in  use 
in  commerce  on  or  in  connection  with  the  goods  or  services 
within  the  period  specified  in  §8  of  the  Act,  the  §8  affidavit  will 
not  be  accepted,  and  the  registration  will  be  cancelled.  While 
a  substitute  affidavit  may  be  filed  after  the  expiration  of  the 
period  specified  in  §8  of  the  Act,  §8  clearly  requires  that  the 
substitute  affidavit  attest  to  use  within  the  time  period  specified 
in  §8  of  the  Act. 

H.  Specimen  Showing  Current  Use  of  Mark  in  Commerce 

7.  Specimen  for  Each  Class  Required 

An  affidavit  or  declaiation  of  continued  use  must  include  a 
specimen  or  facsimile  showing  current  use  of  the  mark  for 
each  class  of  goods  or  services,  unless  excusable  nonuse  is 
claimed.  Sections  8(b)(1)  and  (2)  of  the  Trademark  Act,  15 
U.S.C.  §§1058(b)(l)  and  (2);  Trademark  Rule  2.161(g),  37 
C.FR.  §2.161(g). 

The  specimen  must  show  use  of  essentially  the  same  mark  as 
the  mark  shown  in  the  registration  on  or  in  connection  with  the 
goods  or  services  fisted  in  the  registration.  See  TMEP 
§§1603.08  and  1603.10. 

An  affidavit  or  declaration  that  does  not  include  an  acceptable 
specimen  for  each  class  of  goods  or  services  to  which  the 
affidavit  pertains  is  deficient.  The  owner  must  file  substitute 
specimen(s),  together  with  an  affidavit  or  declaration  that  the 
substitute  specimen(s)  was  in  use  in  commerce  on  or  in 
connection  with  the  goods  or  services  during  the  relevant 
period  specified  in  §8  of  the  Act.  See  §§III(H)(2)  below 
regarding  the  filing  of  substitute  specimen(s). 

Under  Trademark  Rule  2.161(g)(2),  37  C.FR.  §2. 161(g)(2), 
the  specimen  must  be  flat  and  no  larger  than  8  1/2  inches  (21.6 
cm.)  wide  by  11.69  inches  (29.7  cm.)  long.  If  a  specimen 
exceeds  these  size  requirements,  the  Office  will  create  a 
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facsimile  of  the  specimen  that  meets  the  requirements  of  the 
rule  (i.e.,  is  flat  and  no  larger  than  8  1/2  inches  wide  by  11.69 
inches  long)  and  put  it  in  the  file  wrapper. 

2.  Substitute  Specimen(s) 

If  a  specimen  for  any  class  is  omitted  or  is  deficient,  the  owner 
must  file  substitute  specimen(s),  together  with  an  affidavit  or 
declaration  that  the  substitute  specimen(s)  was  in  use  in 
commerce  on  or  in  connection  with  the  goods  or  services 
during  the  relevant  period  specified  in  §8  of  the  Act,  as 
follows: 

(1)  If  the  §8  affidavit  was  filed  between  the  fifth  and  sixth 
year  after  the  date  of  registration  or  pubhcation  under  §  12(c)  of 
the  Act,  the  affidavit  supporting  use  of  the  substitute  specimens 
must  state  that  the  substitute  specimen(s)  was  in  use  in 
commerce  before  the  expiration  of  the  sixth  year  after  the  date 
of  registration  or  publication  under  §  12(c),  if  accurate;  or 

(2)  If  the  §8  affidavit  was  filed  within  one  year  before  the 
end  of  any  ten-year  period  after  the  date  of  registration,  the 
affidavit  supporting  use  of  the  substitute  specimens  must  state 
that  the  substitute  specinien(s)  was  in  use  in  commerce  within 
one  year  before  the  end  of  the  ten-year  period  after  the  date  of 
registration,  if  accurate;  or 

(3)  If  the  §8  affidavit  was  filed  during  the  grace  period,  the 
affidavit  supporting  use  of  the  substitute  specimens  must  state 
that  the  substitute  specimen(s)  was  in  use  in  commerce  before 
the  expiration  of  the  grace  period,  if  accurate. 

If  the  §8  affidavit  was  filed  during  the  relevant  period  specified 
in  §§8(a)  and  8(b)  of  the  Act  (i.e.,  between  the  fifth  and  sixth 
year  after  the  date  of  registration  or  publication  under  §  12(c)  of 
the  Trademark  Act,  or  within  one  year  before  the  end  of  any 
ten-year  period  after  the  date  of  registration),  the  substitute 
specimen(s)  may  be  filed  before  expiration  of  the  relevant 
period  for  no  fee,  or  after  expiration  of  the  relevant  period 
upon  payment  of  the  deficiency  surcharge  required  under 
§8(c)(2)  of  the  Act.  If  the  §8  affidavit  was  filed  during  the  grace 
period,  the  substitute  specimen(s)  may  be  filed  before  expira- 
tion of  the  grace  period  for  no  fee,  or  after  expiration  of  the 
grace  period  upon  payment  of  the  deficiency  surcharge.  See 
Trademark  Rule  2.160(a),  37  C.F.R.  §2. 160(a),  and  §III(B)  of 
this  Notice  regarding  the  deadlines  for  filing  §8  affidavits.  See 
also  Trademark  Rule  2.164,  37  C.F.R.  §2.164,  and  §III(L)  of 
this  Notice  for  information  about  the  procedures,  deadlines, 
and  fees  for  correcting  deficiencies. 

If  the  affidavit  supporting  the  substitute  specimen(s)  does  not 
state  that  the  specimen(s)  was  in  use  in  commerce  prior  to  the 
end  of  the  period  specified  in  §8  of  the  Act,  the  §8  affidavit  will 
not  be  accepted,  and  the  registration  will  be  cancelled  as  to  any 
class  for  which  a  proper  specimen  was  not  provided.  While  a 
substitute  specimen  and  supporting  affidavit  may  be  filed  after 
the  expiration  of  the  period  specified  in  §8  of  the  Act,  §8 
clearly  requires  that  the  substitute  affidavit  attest  to  use  of  the 
specimen  within  the  time  period  specified  in  §8  of  the  Act. 

I.  Nonuse  of  Mark 

Under  Trademark  Rule  2.161(f)(2),  37  C.F.R.  §2.161(f)(2),  an 
affidavit  or  declaration  claiming  excusable  nonuse  must  recite 
facts  and  circumstances  that  clearly  demonstrate  that  nonuse  is 
due  to  special  circumstances  beyond  the  owner's  control  that 
excuse  the  nonuse,  and  is  not  due  to  any  intention  to  abandon 
the  mark.  See  TMEP  §1603.09  and  cases  cited  therein  for 
further  information  about  affidavits  claiming  excusable  non- 
use. 

The  affidavit  or  declaration  must  state  when  use  in  commerce 
stopped  and  give  the  approximate  date  when  use  is  expected  to 
resume.  It  must  also  specify  the  reason  for  nonuse,  the  steps 
being  taken  to  put  the  mark  back  in  use  in  commerce,  and  any 
other  pertinent  facts. 

The  determination  of  whether  the  nonuse  is  excusable  is  made 
by  the  Post  Registration  paralegal.  If  the  paralegal  holds  that 
the  facts  set  forth  do  not  show  excusable  nonuse,  the  owner 
may  file  supplementary  evidence  or  explanation.  If  the  affidavit 
included  a  showing  of  nonuse  when  filed,  no  deficiency 
surcharge  will  be  required  for  supplementing  this  showing. 


J.  Designation  of  Domestic  Representative 

Under  §8(f)  of  the  Trademark  Act,  15  U.S.C.  §  1058(f),  and 
Trademark  Rule  2.161(h),  37  C.F.R.  §2. 161(h),  if  the  owner  of 
the  registration  is  not  domiciled  in  the  United  States,  the 
affidavit  or  declaration  must  include  the  name  and  address  of  a 
United  States  resident  upon  whom  notices  or  process  in 
proceedings  affecting  the  registration  may  be  served.  See 
TMEP  §604. 

An  affidavit  or  declaration  that  does  not  designate  a  domestic 
representative  is  deficient.  This  deficiency  can  be  cured  before 
expiration  of  the  relevant  deadline  set  forth  in  §8  of  the  Act  for 
no  fee,  or  after  expiration  of  the  relevant  deadline  upon 
payment  of  the  deficiency  surcharge  required  by  §8(c)(2)  of  the 
Act.  See  Trademark  Rule  2.164,  37  C.FR.  §2.164,  and  §III(L) 
of  this  Notice  for  information  about  the  procedures,  deadlines, 
and  fees  for  correcting  deficiencies. 

K.  Response  to  OfiBce  Action 

Upon  examination,  the  Office  wiU  issue  a  notice  as  to  whether 
an  affidavit  or  declaration  is  acceptable,  or  of  the  reasons  for 
refusal.  Under  Trademark  Rule  2.163(b),  37  C.FR.  §2.163(b), 
a  response  to  a  refusal  must  be  filed  within  six  months  of  the 
maifing  date  of  the  Office  Action,  or  before  the  end  of  the 
relevant  filing  period  set  forth  in  8  of  the  Act,  whichever  is 
later.  If  no  response  is  received  within  that  time,  the  registra- 
tion will  be  cancelled. 

If  the  §8  affidavit  was  filed  by  the  owner  of  the  registration 
during  the  relevant  period  specified  in  §§8(a)  and  8(b)  of  the 
Act  (i.e.,  between  the  fifth  and  sixth  year  after  the  date  of 
registration  or  publication  under  §  12(c)  of  the  Trademark  Act, 
or  within  one  year  before  the  end  of  any  ten-year  period  after 
the  date  of  registration),  the  owner  may  correct  deficiencies 
before  expiration  of  the  relevant  deadline  set  forth  in  §8  of  the 
Act  for  no  fee,  or  after  expiration  of  the  deadline  set  forth  in  §8 
of  the  Act  upon  payment  of  the  deficiency  surcharge  required 
by  §8(c)(2)  of  the  Act.  If  the  §8  affidavit  was  filed  during  the 
grace  period,  the  owner  may  correct  deficiencies  before  expi- 
ration of  the  grace  period  for  no  fee,  or  after  expiration  of  the 
grace  period  upon  payment  of  the  deficiency  surcharge.  See 
Trademark  Rule  2.164,  37  C.F.R.  §2.164,  and  §ni(L)  of  this 
Notice  for  information  about  the  procedures,  deadlines,  and 
fees  for  correcting  deficiencies. 

The  registration  will  be  cancelled  if  an  affidavit  or  declaration 
of  continued  use  or  excusable  nonuse  is  not  filed  before 
expiration  of  the  grace  period  set  forth  in  §8(c)(l)  of  the  Act, 
or  if  the  affidavit  or  declaration  is  filed  by  someone  other  than 
the  current  owner  of  the  registration.  These  deficiencies  cannot 
be  cured.  See  37  C.F.R.  §2. 164(b)  and  §III(L)(3)  of  this  Notice. 

L.  Correction  of  Deficiencies 

Trademark  Rule  2.164,  37  C.F.R.  §2.164,  provides  for  correc- 
tion of  deficiencies  in  an  affidavit  or  declaration  of  continued 
use  or  excusable  nonuse. 

J.  Correcting  Deficiencies  in  Affidavits  or  Declarations  Timely 
Filed  Within  the  Periods  Set  Forth  in  Sections  8(a)  and  8(b)  of 
the  Act 

If  the  owner  of  the  registration  timely  files  the  affidavit  or 
declaration  during  the  periods  set  forth  in  §§8(a)  and  8(b)  of 
the  Act  (i.e.,  between  the  fifth  and  sixth  year  after  the  date  of 
registration  or  publication  under  §  12(c)  of  the  Trademark  Act, 
or  within  one  year  before  the  end  of  any  ten-year  period  after 
the  date  of  registration),  deficiencies  may  be  corrected  within 
the  relevant  period  without  paying  a  deficiency  surcharge. 
Deficiencies  may  be  corrected  after  the  expiration  of  the 
relevant  period,  with  payment  of  the  deficiency  surcharge 
required  by  §8(c)(2)  of  the  Act.  Trademark  Rule  2.164(a)(1), 
37C.fr.  §2. 164(a)(1). 

The  deficienc(ies)  must  be  cured  within  the  set  period  for 
response  to  the  Office  Action,  i.e.,  within  six  months  of  the 
mailing  date  of  the  action,  or  before  the  end  of  the  relevant 
filing  period  set  forth  in  §8  of  the  Act,  whichever  is  later. 
Trademark  Rule  2.163(b),  37  C.FR.  §2. 163(b). 
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2.  Correcting  Deficiencies  in  Affidavits  or  Declarations  Filed 
During  the  Grace  Period 

If  the  owner  of  the  registration  files  the  affidavit  or  declaration 
during  the  six-month  grace  period  under  § 8(c)(1)  of  the  Act, 
deficiencies  may  be  corrected  before  the  expiration  of  the 
grace  period  without  paying  a  deficiency  surcharge,  or  after  the 
expiration  of  the  grace  period  upon  payment  of  the  deficiency 
surcharge  required  by  § 8(c)(2)  of  the  Act.  Trademark  Rule 
2.164(a)(2),  37  C.F.R.  §2. 164(a)(2). 

The  deficienc(ies)  must  be  cured  within  six  months  of  the 
mailing  date  of  the  Office  action.  Trademark  Rule  2.163(b),  37 
C.F.R.  §2. 163(b). 

3.  Defects  That  Cannot  be  Cured  After  Expiration  of  Grace 
Period 

The  registration  will  be  cancelled  if  an  affidavit  or  declaration 
of  continued  use  or  excusable  nonuse  is  not  filed  before 
expiration  of  the  grace  period  set  forth  in  § 8(c)(1)  of  the  Act, 
or  if  the  affidavit  or  declaration  is  filed  by  someone  other  than 
the  current  owner  of  the  registration.  These  defects  cannot  be 
cured  unless  there  is  time  remaining  in  the  grace  period. 
Trademark  Rule  2.164(b),  37  C.F.R.  §2. 164(b). 

M.  Petition  to  Commissioner 

The  owner  may  petition  the  Commissioner  to  review  the  Post 
Registration  paralegal's  action  on  a  §8  affidavit  under  37 
C.F.R.  §§2. 146(a)(2)  and  2.165(b).  The  petition  must  be  filed 
within  six  months  of  the  mailing  date  of  the  action.  A  petition 
fee  is  required  by  37  C.F.R.  §§2.6  and  2.146(c). 

A  response  to  the  paralegal's  initial  refusal  to  accept  an 
affidavit  or  declaration  is  required  before  filing  a  petition  to  the 
Commissioner,  unless  the  paralegal  directs  otherwise.  Trade- 
mark Rule  2.165(a),  37  C.FR.  §2. 165(a). 

Under  Trademark  Rule  2.1460),  37  C.F.R.  §2.146(j),  if  the 
Commissioner  denies  a  petition,  the  petitioner  may  file  a 
request  for  reconsideration  within  two  months  of  the  mailing 
date  of  the  decision  denying  the  petition.  A  second  petition  fee 
must  be  paid  with  the  request  for  reconsideration. 

IV.  RENEWAL  OF  REGISTRATION 

75  U.S.C  1059.  Renewal. 

(a)  Subject  to  the  provisions  of  section  8,  each  registration 
may  be  renewed  for  periods  of  10  years  at  the  end  of  each 
successive  10-year  period  following  the  date  of  registration 
upon  payment  of  the  prescribed  fee  and  the  filing  of  a  written 
application,  in  such  form  as  may  be  prescribed  by  the 
Commissioner.  Such  application  may  be  made  at  any  time 
within  1  year  before  the  end  of  each  successive  10-year  period 
for  which  the  registration  was  issued  or  renewed,  or  it  may  be 
made  within  a  grace  period  of  6  months  after  the  end  of  each 
successive  10-year  period,  upon  payment  of  a  fee  and  sur- 
charge prescribed  therefor  If  any  application  filed  under  this 
section  is  deficient,  the  deficiency  may  be  corrected  within  the 
time  prescribed  after  notification  of  the  deficiency,  upon 
payment  of  a  surcharge  prescribed  therefor 

(b)  If  the  Commissioner  refuses  to  renew  the  registration,  the 
Commissioner  shall  notify  the  registrant  of  the  Commission- 
er's refusal  and  the  reasons  therefor 

(c)  If  the  registrant  is  not  domiciled  in  the  United  States,  the 
registrant  shall  designate  by  a  written  document  filed  in  the 
Patent  and  Trademark  Office  the  name  and  address  of  some 
person  resident  in  the  United  States  on  whom  may  be  served 
notices  or  process  in  proceedings  affecting  the  mark.  Such 
notices  or  process  may  be  served  upon  the  person  so  desig- 
nated by  leaving  with  that  person  or  mailing  to  that  person  a 
copy  thereof  at  the  address  specified  in  the  last  designation  so 
filed.  If  the  person  so  designated  cannot  be  found  at  the 
address  given  in  the  last  designation,  such  notice  or  process 
may  be  served  upon  the  Commissioner. 


A.  Requirements  for  Renewal 

37  C.F.R.  §2.183  Requirements  for  a  complete  renewal  appli- 
cation. 

A  complete  renewal  application  must  include: 

(a)  A  request  for  renewal  of  the  registration,  signed  by  the 
registrant  or  the  registrant 's  representative; 

(b)  The  fee  required  by  §2.6  for  each  class; 

(c)  The  additional  fee  required  by  §2.6  for  each  class  if  the 
renewal  application  is  filed  during  the  six-month  grace  period 
set  forth  in  section  9(a)  of  the  Act; 

(d)  If  the  registrant  is  not  domiciled  in  the  United  States,  the 
name  and  address  of  a  United  States  resident  on  whom  notices 
or  process  in  proceedings  affecting  the  registration  may  be 
served;  and 

(e)  If  the  renewal  application  covers  less  than  all  the  goods 
or  services  in  the  registration,  a  list  of  the  particular  goods  or 
services  to  be  renewed. 

(f)  If  at  least  one  fee  is  submitted  for  a  multi-class  registra- 
tion, but  the  class(es)  to  which  the  fee(s)  should  be  applied  are 
not  specified,  the  Office  will  issue  a  notice  requiring  either  the 
submission  of  additional  fee(s)  or  an  indication  of  the  classics) 
to  which  the  original  fee(s)  should  be  applied.  Additional  fee(s) 
may  be  submitted  if  the  requirements  of  §2.185  are  met.  If  the 
required  fee(s)  are  not  submitted  and  the  class(es)  to  which  the 
original  fee(s)  should  be  applied  are  not  specified,  the  Office 
will  presume  that  the  fee(s)  cover  the  classes  in  ascending 
order,  beginning  with  the  lowest  numbered  class. 

B.  Time  for  Filing  Application  for  Renewal 

The  application  for  renewal  may  be  filed  within  one  year 
before  the  expiration  of  the  registration.  There  is  a  grace  period 
of  six  months  after  the  expiration  of  a  registration  during 
which  a  renewal  application  may  be  filed  with  payment  of  an 
additional  grace  period  surcharge.  If  no  renewal  application  is 
filed  before  the  end  of  the  grace  period,  the  registration  will 
expire.  15  U.S.C.  §  1059(a);  37  C.F.R.  §2.182. 

The  renewal  application  may  not  be  filed  before  the  period 
specified  in  §9  of  the  Act.  If  an  application  for  renewal  is  filed 
more  than  one  year  before  the  expiration  date  of  the  registra- 
tion, the  Office  will  advise  the  registrant  that  the  renewal 
application  is  premature;  of  the  appropriate  time  period  for 
filing  a  renewal  application;  that  the  fees  submitted  will  be 
held;  and  that  the  registrant  may  file  a  new  application  at  the 
appropriate  time  or  may  request  a  refund  at  any  time.  The 
prematurely  filed  renewal  application  will  be  placed  in  the  file. 
If  a  timely  renewal  application  is  not  filed  before  the  end  of  the 
grace  period,  the  registration  will  be  deemed  expired  and  the 
fees  refunded.  There  is  no  deficiency  surcharge  for  filing  a 
timely  substitute  renewal  application. 

C.  Fees 

1.  Fee  for  Filing  Application  for  Renewal 

Under  §9(a)  of  the  Trademark  Act,  15  U.S.C.  §  1059(a),  and 
Trademark  Rule  2.183(b),  37  C.F.R.  §2. 183(b),  a  renewal 
application  must  include  the  fee  required  by  §2.6  for  each  class 
of  goods  or  services  for  which  renewal  is  sought. 

2.  Grace  Period  Surcharge 

Under  §9(a)  of  the  Trademark  Act,  15  U.S.C.  §  1059(a),  and 
Trademark  Rules  2.6  and  2.183(c),  37  C.F.R.  §§2.6  and 
2.183(c),  if  the  renewal  application  is  filed  during  the  six- 
month  grace  period  following  expiration  of  the  registration, 
there  is  an  additional  grace  period  surcharge  for  each  class  for 
which  renewal  is  sought. 

The  grace  period  surcharge  applies  only  if  no  filing  was  made 
within  the  year  before  the  expiration  of  the  registration. 
Someone  who  files  within  one  year  before  the  expiration  of  the 
registration,  but  corrects  a  deficiency  after  expiration  of  the 
registration,  will  be  subject  to  the  deficiency  surcharge  only. 
On  the  other  hand,  someone  who  files  during  the  grace  period 
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and  cures  a  deficiency  after  expiration  of  the  grace  period  will 
be  subject  to  both  the  grace  period  surcharge  (for  the  ability  to 
file  the  renewal  apphcation  during  the  grace  period)  and  the 
deficiency  surcharge  (for  the  ability  to  correct  a  deficiency 
after  the  end  of  the  grace  period). 

Currently,  the  grace  period  surcharge  is  $100  per  class. 

3.  Deficiency  Surcharge 

Under  §9(a)  of  the  Trademark  Act.  15  U.S.C.  §  1059(a),  a 
"deficiency  surcharge"  is  required  for  correcting  a  deficiency 
after  expiration  of  the  relevant  deadhne  specified  in  §9  of  the 
Act.  If  the  renewal  apphcation  is  filed  within  one  year  before 
the  expiration  of  the  registration,  a  deficiency  surcharge  is 
required  for  correcting  deficiencies  after  expiration  of  the 
registration.  If  the  renewal  application  is  filed  during  the  grace 
period,  a  deficiency  surcharge  is  required  for  correcting  defi- 
ciencies after  expiration  of  the  grace  period.  See  Trademark 
Rule  2.185,  37  C.F.R.  §2.185,  and  §IV(L)  of  this  Notice  for 
further  information  regarding  the  procedures,  deadlines  and 
fees  for  correcting  deficiencies. 

Only  a  single  deficiency  surcharge  is  required  for  correcting 
deficienc(ies)  in  a  multi-class  registration.  Similarly,  only  a 
single  deficiency  surcharge  is  required  to  correct  several 
deficiencies  within  one  document.  Currently,  the  deficiency 
surcharge  is  $100. 

4.  Processing  Renewal  Application  Filed  With  Insufficient  Fees 

A  renewal  application  that  does  not  include  sufficient  fees  to 
cover  the  filing  fee  for  all  the  classes  to  which  the  application 
pertains  (and  the  grace  period  surcharge,  where  applicable)  is 
deficient.  If  the  renewal  application  is  filed  within  one  year 
before  the  expiration  of  the  registration,  the  deficiency  may  be 
corrected  before  expiration  of  the  registration  for  no  fee,  or 
after  expiration  of  the  registration  upon  payment  of  the 
deficiency  surcharge  required  by  §9(a)  of  the  Act.  If  the 
renewal  application  is  filed  during  the  grace  period,  the 
deficiency  may  be  corrected  before  expiration  of  the  grace 
period  for  no  fee,  or  after  expiration  of  the  grace  period  upon 
payment  of  the  deficiency  surcharge  required  by  §9(a)  of  the 
Act.  See  Trademark  Rule  2.185,  37  C.F.R.  §2.185,  and  §IV(L) 
of  this  Notice  for  information  about  the  procedures,  deadlines 
and  fees  for  correcting  deficiencies. 

K  the  renewal  apphcation  is  accompanied  by  insufficient  fees 
to  cover  all  the  classes  to  which  the  renewal  application 
pertains,  and  the  renewal  apphcation  includes  an  authorization 
to  charge  additional  fees  to  a  deposit  account,  the  fihng  fee 
(and  grace  period  surcharge,  where  appUcable)  will  be  charged 
to  the  deposit  account.  If  the  deposit  account  authorization  is 
included  with  the  renewal  application  as  filed,  and  the  deposit 
account  has  sufficient  funds  to  cover  the  fee(s)  in  question, 
there  is  no  fee  deficiency  and  no  deficiency  surcharge  is 
required. 

An  authorization  to  charge  fees  to  a  deposit  account  with 
insufficient  funds  to  cover  the  fee  is  regarded  as  a  deficiency. 

If  a  check  submitted  as  payment  of  a  filing  fee  for  a  renewal 
apphcation  is  returned  to  the  Office  unpaid,  this  is  also 
regarded  as  a  deficiency.  In  addition  to  the  deficiency  sur- 
charge (where  applicable),  there  is  a  $50  fee  for  processing  the 
returned  check.  37  C.F.R.  §1.21(m). 

If  at  least  one  fee  is  submitted  for  a  multi-class  registration,  but 
the  class(es)  to  which  the  fee(s)  should  be  applied  are  not 
specified,  the  Post  Registration  paralegal  wiU  issue  a  notice 
requiring  either  the  submission  of  additional  fee(s)  or  an 
indication  of  the  class(es)  to  which  the  original  fee(s)  should 
be  applied.  If  the  required  fee(s)  are  not  submitted  and  the 
class(es)  to  which  the  original  fee(s)  should  be  applied  are  not 
specified,  the  Office  will  presume  that  the  fee(s)  cover  the 
classes  in  ascending  order,  beginning  with  the  lowest  num- 
bered class.  37  C.FR.  §2. 183(f). 

D.  0\%Tiership 

Section  9  of  the  Trademark  Act,  15  U.S.C.  §1059,  and  the 
Trademark  Rules  of  Practice,  no  longer  require  that  a  renewal 
apphcation  be  filed  by  the  owner  of  the  registration. 


Therefore,  if  the  renewal  applicant  is  not  the  owner  of  record, 
the  Office  will  no  longer  require  that  the  renewal  applicant 
show  continuity  of  title  from  the  original  registrant  before 
granting  renewal. 

However,  registrations  will  be  renewed  in  the  name  of  the 
party  who  is  the  owner  of  record  of  the  registration,  according 
to  the  TRAM  (Trademark  Reporting  and  Monitoring)  System. 
The  registration  will  be  renewed  in  the  name  of  the  new  owner 
only  if  the  owner:  (1)  records  an  assignment  or  other  document 
evidencing  change  of  title  with  the  Assignment  Division  of  the 
Office;  and  (2)  notifies  the  Post  Registration  Section  of  the 
Office  at  the  time  the  renewal  application  is  filed  that  the 
document  has  been  recorded  with  the  Assignment  Division. 

E.  Execution  of  Renewal  Application 

Trademark  Rule  2.183(a),  37  C.FR.  §2. 183(a),  requires  that  a 
renewal  application  be  signed  by  "the  registrant  or  the  regis- 
trant's representative."  Verification  is  not  required. 

Generally,  the  Office  no  longer  questions  the  authority  of  the 
person  who  signs  a  renewal  application,  unless  there  is  an 
inconsistency  in  the  record  as  to  the  signatory's  authority  to 
sign.  The  renewal  applicant  and/or  the  renewal  applicant's 
attorney  are  in  the  best  position  to  determine  who  is  the  proper 
party  to  sign  a  renewal  application.  Section  9  of  the  Act,  15 
U.S.C.  1059,  and  the  Trademark  Rules  of  Practice,  no  longer 
require  that  a  renewal  application  be  executed  within  any 
particular  time  period.  Therefore,  the  Office  will  accept  un- 
dated renewal  applications,  and  renewal  applications  with  a 
"stale"  date  of  execution. 

F.  Designation  of  Domestic  Representative 

Under  §9(c)  of  the  Trademark  Act,  15  U.S.C.  §  1059(c),  and 
Trademark  Rule  2.183(d),  37  C.F.R.  §2. 183(d),  a  renewal 
applicant  who  is  not  domiciled  in  the  United  States  must  set 
forth  the  name  and  address  of  a  United  States  resident  upon 
whom  notices  or  process  in  proceedings  affecting  the  registra- 
tion may  be  served.  See  TMEP  §604. 

A  renewal  application  that  does  not  designate  a  domestic 
representative  is  deficient.  If  the  renewal  apphcation  was  filed 
within  one  year  before  the  expiration  of  the  registration,  the 
designation  of  domestic  representative  can  be  filed  before 
expiration  of  the  registration  for  no  fee,  or  after  expiration  of 
the  registration  upon  payment  of  the  deficiency  surcharge 
required  by  §9(a)  of  the  Act.  If  the  renewal  application  was 
filed  during  the  grace  period,  the  designation  of  domestic 
representative  can  be  filed  before  expiration  of  the  grace  period 
for  no  fee,  or  after  expiration  of  the  grace  period  upon  payment 
of  the  deficiency  surcharge  required  by  §9(a)  of  the  Act.  See 
Trademark  Rule  2.185,  37  C.FR.  §2.185,  and  §IV(L)  of  this 
Notice  for  information  about  the  procedures  and  fees  for 
correcting  deficiencies. 

G.  Goods  andb'or  Services  Set  Forth  in  Application  for 
Renewal 

1.  Listing  of  Goods  and/or  Services  Required  Only  for  Partial 
Renewal 

Neither  the  Trademark  Act  nor  the  Trademark  Rules  of 
Practice  require  a  listing  of  the  goods  or  services  in  the 
registration  if  the  renewal  application  covers  all  the  goods  and 
services  in  the  registration.  Under  Trademark  Rule  2.183(e),  37 
C.F.R.  §2. 183(e),  the  renewal  application  must  include  a  list  of 
the  goods  or  services  only  if  the  renewal  application  covers 
less  than  all  the  goods  or  services  in  the  registration. 

2.  No  Goods  or  Services  Listed 

If  no  goods  or  services  are  specified  in  the  renewal  application, 
it  will  be  presumed  that  renewal  is  sought  for  all  the  goods  or 
services  in  the  registration. 

3.  Some  Goods  or  Services  Listed 

If  the  renewal  application  lists  only  some  of  the  goods  or 
services  set  forth  in  the  registration,  it  will  be  presumed  that 
renewal  is  sought  for  only  the  goods  or  services  listed,  and  the 
goods  or  services  omitted  from  the  renewal  application  will  be 
deleted  from  the  registration.  If  it  is  unclear  whether  the 
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renewal  applicant  intends  to  delete  the  goods  or  services,  the 
Post  Registration  Section  of  the  Office  should  contact  the 
renewal  applicant  to  confirm  that  the  goods  or  services  are 
intended  to  be  deleted.  If  the  renewal  applicant  did  not  intend 
to  delete  the  omitted  goods  or  services,  the  renewal  applicant 
may  file  a  substitute  renewal  application  or  supplemental 
statement  requesting  renewal  for  additional  goods  or  services. 
No  deficiency  surcharge  will  be  required. 

4.  Goods  or  Services  Not  Listed  in  Registration  Should  Not  Be 
Listed  in  Renewal  Application 

Goods  or  services  that  are  not  listed  in  the  registration  should 
not  be  listed  in  the  renewal  application.  If  goods  or  services  not 
listed  in  the  registration  are  set  forth  in  the  renewal  application, 
the  Post  Registration  Section  of  the  Office  will  notify  the 
registrant  that  these  items  may  not  be  added. 

H.  Use  in  Commerce  or  Excusable  Nonuse 

Section  9  of  the  Trademark  Act,  15  U.S.C.  §1059,  no  longer 
requires  that  a  renewal  application  include  an  affidavit  or 
declaration  of  use  in  commerce,  a  specimen  of  use  for  each 
class  of  goods  or  services,  or  a  showing  that  any  nonuse  is  due 
to  special  circumstances  that  excuse  such  nonuse,  and  not  due 
to  any  intention  to  abandon  the  mark. 

1.  Specimens 

Section  9  of  the  Trademark  Act,  15  U.S.C.  §1059,  and  the 
Trademark  Rules  of  Practice  do  not  require  that  a  renewal 
applicant  submit  a  specimen  showing  use  of  the  registered 
mark. 

J.  Notice  of  Renewal 

Upon  examination,  if  the  renewal  application  is  found  accept- 
able, the  Office  will  send  the  registrant  a  notice  that  renewal 
has  been  granted.  No  further  confirmation  will  be  sent. 
Effective  October  30,  1999,  the  Office  will  no  longer  issue  an 
Updated  Registration  Certificate  (URC)  for  each  renewed 
registration. 

K.  Response  to  OfiBce  Action 

If  the  renewal  application  is  not  acceptable,  the  Office  will 
notify  the  renewal  applicant  of  the  reasons  for  refusal.  15 
U.S.C.  §1059(b);  37  C.F.R.  §2.184(b).  Under  Trademark  Rule 
2.184(b),  37  C.F.R.  §2. 184(b),  a  response  to  a  refusal  of 
renewal  must  be  filed  within  six  months  of  the  mailing  date  of 
the  Post  Registration  paralegal's  Office  Action,  or  before  the 
expiration  date  of  the  registration,  whichever  is  later,  or  the 
registration  will  expire. 

The  renewal  applicant  may  correct  deficiencies  if  the  require- 
ments of  Trademark  Rule  2.185,  37  C.F.R.  §2.185,  are  met.  See 
§IV(L)  of  this  Notice  for  information  about  the  procedures  and 
fees  for  correcting  deficiencies. 

L.  Correction  of  Deficiencies 

7.  Correcting  Deficiencies  in  Renewal  Applications  Filed 
Within  the  Year  Before  the  Expiration  Date  of  the  Registration 

If  the  renewal  application  is  filed  within  one  year  before  the 
expiration  date  of  the  registration,  deficiencies  may  be  cor- 
rected before  the  expiration  date  without  paying  a  deficiency 
surcharge,  or  after  the  expiration  date  with  payment  of  the 
deficiency  surcharge  required  by  §9(a)  of  the  Act.  Trademark 
Rule  2.185(a)(1),  37  C.F.R.  §2.185(a)(l). 

The  deficienc(ies)  must  be  cured  within  the  set  period  for 
response  to  the  Post  Registration  paralegal's  Office  Action,  i.e., 
within  six  months  of  the  mailing  date  of  the  action,  or  before 
the  expiration  date  of  the  registration,  whichever  is  later. 
Trademark  Rule  2.184(b),  37  C.FR.  §2. 184(b). 

2.  Correcting  Deficiencies  in  Renewal  Applications  Filed 
During  the  Grace  Period. 

If  the  renewal  application  is  filed  during  the  grace  period, 
deficiencies  may  be  corrected  before  the  end  of  the  grace 
period  without  paying  a  deficiency  surcharge,  or  after  the 


expiration  of  the  grace  period  with  payment  of  the  deficiency 
surcharge  required  by  §9(a)  of  the  Act.  Trademark  Rule 
2.185(a)(2),  37  C.F.R.  §2. 185(a)(2). 

The  deficienc(ies)  must  be  cured  within  six  months  of  the 
mailing  date  of  the  Office  Action.  Trademark  Rule  2. 184(b).  37 
C.F.R.  §2. 184(b). 

3.  Untimely  Filing  Cannot  be  Cured 

If  the  renewal  application  is  not  filed  before  the  end  of  the 
grace  period  set  forth  in  §9(a)  of  the  Act,  15  U.S.C.  §  1059(a), 
the  registration  will  expire.  The  untimely  filing  of  a  renewal 
application  cannot  be  cured.  37  C.FR.  §§2.182  and  2.185(b). 

M.  Petition  to  Commissioner 

The  registrant  may  petition  the  Commissioner  to  review  the 
Office  action  on  a  renewal  application  under  Trademark  Rules 
2.146(a)(2)  and  2.186(b),  37  C.FR.  §§2. 146(a)(2)  and 
2.186(b).  The  petition  must  be  filed  within  six  months  of  the 
mailing  date  of  the  action.  A  petition  fee  is  required  by  37 
C.FR.  §§2.6  and  2.146(c). 

A  response  to  the  initial  refusal  to  renew  a  registration  is 
required  before  filing  a  petition  to  the  Commissioner,  unless 
the  Office  action  directs  otherwise.  37  C.F.R.  §2. 186(a). 

Under  Trademark  Rule  2.146(j),  37  C.F.R.  §2.146(j),  if  the 
Commissioner  denies  a  petition,  the  petitioner  may  file  a 
request  for  reconsideration  within  two  months  of  the  mailing 
date  of  the  decision  denying  the  petition.  A  second  petition  fee 
must  be  paid  with  the  request  for  reconsideration. 

V.  AFFIDAVIT  OR  DECLARATION  OF  INCONTEST- 
ABILITY UNDER  SECTION  15 

A.  Type  of  Commerce  No  Longer  Required 

The  affidavit  or  declaration  of  incontestability  under  §15  of  the 
Trademark  Act,  15  U.S.C.  §1065  (§15  affidavit),  need  not 
specify  the  type  of  commerce  (e.g.  interstate)  in  which  the 
mark  is  used. 

B.  Persons  Who  May  Sign  Affidavit  or  Declaration 

The  §15  affidavit  must  be  signed  and  verified  (sworn  to)  or 
supported  by  a  declaration  under  §2.20  by  a  person  properly 
authorized  to  sign  on  behalf  of  the  owner  of  the  registration.  A 
"person  who  is  properly  authorized  to  sign  on  behalf  of  the 
owner"  is:  (1)  a  person  with  legal  authority  to  bind  the  owner; 
or  (2)  a  person  with  firsthand  knowledge  of  the  facts  and  actual 
or  implied  authority  to  act  on  behalf  of  the  owner;  or  (3)  an 
attorney  as  defined  in  37  C.F.R.  §10.1(c)  who  has  an  actual  or 
implied  written  or  verbal  power  of  attorney  from  the  owner. 

Generally,  the  Office  no  longer  questions  the  authority  of  the 
person  who  signs  a  §15  affidavit,  unless  there  is  an  inconsis- 
tency in  the  record  as  to  the  signatory's  authority  to  sign. 

VI.  COMBINED  FILINGS 

A.  Section  8  Affidavit  Combined  with  Section  9  Renewal 
Application 

Under  Trademark  Rule  2.166,  37  C.FR.  §2.166,  an  affidavit  or 
declaration  under  §8  of  the  Act  and  a  renewal  application 
under  §9  of  the  Act  may  be  combined  into  a  single  document, 
provided  that  the  document  meets  the  requirements  of  both  §§8 
and  9  of  the  Act. 

The  filing  fee  for  the  combined  §8  and  §9  filing  is  the  sum  of 
the  cost  of  the  individual  filings.  For  example,  if  the  filing  fee 
for  the  §8  affidavit  is  $100  per  class,  and  the  filing  fee  for  the 
renewal  application  is  $300  per  class,  the  filing  fee  for  the 
combined  §8  and  9  document  is  $400  per  class. 

If  the  combined  §8  and  §9  document  is  filed  during  the  grace 
period,  the  filing  fees  per  class  and  the  grace  period  surcharge 
per  class  must  be  paid  for  both  the  §8  affidavit  and  the  §9 
renewal  application. 
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Example:  A  registration  expires  on  December  1,  1999.  A 
combined  §8  and  §9  document  is  filed  January  1,  2000,  during 
the  six-month  grace  period.  The  proper  fees  are  as  follows:  (1) 
fifing  fee  for  the  §8  affidavit,  per  class,  (2)  grace  period 
surcharge  for  the  §8  affidavit,  per  class,  (3)  filing  fee  for  the  §9 
renewal  application,  per  class,  and  (4)  grace  period  surcharge 
for  the  §9  renewal  application,  per  class. 

Failure  to  include  the  proper  fees  is  a  deficiency  that  may 
require  a  deficiency  surcharge.  See  §§III(L)  and  IV(L)  of  this 
Notice  for  information  about  the  procedures,  deadlines,  and 
fees  for  correcting  deficiencies. 

Only  a  single  deficiency  surcharge  is  required  for  curing 
deficienc(ies)  in  a  combined  §8  and  §9  fifing,  even  if  both  the 
§8  affidavit  and  the§9  renewal  appficafion  are  deficient.  Simi- 
larly, only  a  single  deficiency  surcharge  is  required  to  correct 
several  deficiencies  within  one  document. 

The  Office  provides  a  form  for  a  combined  "Section  8  and  9" 
filing.  The  form  is  available  on  the  Office's  home  page  at 
www.uspto.gov. 

B.  Combining  Section  8  Affidavit  With  Section  15  Affidavit 

Under  Trademark  Rule  2.168(a),  37  C.F.R.  §2. 168(a),  the 
affidavit  or  declaration  filed  under  15  of  the  Act  may  be 
combined  with  the  affidavit  or  declaration  required  by  §8  of  the 
Act,  if  the  affidavit  or  declaration  meets  the  requirements  of 
both  §§8  and  15. 

The  fifing  fee  for  the  combined  §8  and  §15  affidavit  or 
declaration  is  the  sum  of  the  cost  of  the  individual  filings.  For 
example,  if  the  fifing  fee  for  the  §8  affidavit  is  $100  per  class, 
and  the  filing  fee  for  the  §15  affidavit  is  $100  per  class,  the 
filing  fee  for  the  combined  affidavit  or  declaration  under  §§8 
and  15  is  $200  per  class. 

If  the  combined  §8  and  §15  affidavit  is  filed  during  the  §8  grace 
period,  the  grace  period  surcharge  per  class  for  the  §8  affidavit 
must  be  paid.  There  is  no  "grace  period  surcharge"  for  a  §15 
affidavit. 

If  a  combined  §8  and  §15  affidavit  is  filed,  and  the  §8  affidavit 
is  deficient,  the  deficiency  may  be  corrected  before  expiration 
of  the  relevant  deadline  set  forth  in  §8  of  the  Act  for  no  fee,  or 
after  expiration  of  the  relevant  deadfine  upon  payment  of  the 
deficiency  surcharge  required  by  §8(c)(2)  of  the  Act.  See 
Trademark  Rule  2.164,  37  C.RR.  §2.164,  and  §III(L)  of  this 
Notice  for  informaUon  about  the  procedures,  deadlines,  and 
fees  for  correcting  deficiencies  in  a  §8  affidavit.  There  is  no 
"deficiency  surcharge  "  for  the  §15  affidavit. 

The  Office  provides  a  form  for  a  combined  "Section  8  and  15" 
affidavit  or  declaration.  The  form  is  available  on  the  Office's 
home  page  at  www.uspto.gov. 


VII.  SIGNATURE  OF  REQUESTS  TO  AMEND,  COR- 
RECT, OR  SURRENDER  A  REGISTRATION 

A  request  for  amendment  or  correction  of  a  registration  under 
§7  of  the  Trademark  Act,  15  U.S.C.  §1057,  must  be  signed  and 
verified  (sworn  to)  or  supported  by  a  declaration  under  §2.20 
by  the  registrant.  37  C.F.R.  §§2.173  and  2.175.  An  application 
to  surrender  a  registration  must  be  signed  by  the  registrant.  37 
C.F.R.  §2.172.  The  following  persons  are  authorized  to  sign  on 
behalf  of  the  registrant:  (1)  a  person  with  legal  authority  to 
bind  the  owner;  or  (2)  a  person  with  firsthand  knowledge  of  the 
facts  and  actual  or  implied  authority  to  act  on  behalf  of  the 
owner;  or  (3)  an  attorney  as  defined  in  37  C.F.R.  §10. 1(c)  who 
has  an  actual  or  implied  written  or  verbal  power  of  attorney 
from  the  owner.  Generally,  the  Office  no  longer  questions  the 
authority  of  the  person  who  signs  on  behalf  of  the  registrant, 
unless  there  is  an  inconsistency  in  the  record  as  to  the 
signatory's  authority  to  sign. 

VUI.  UPDATING  AUTOMATED  RECORDS  TO  SHOW 
THE  STATUS  OF  REGISTRATIONS 

The  Office's  automated  records  will  be  regularly  updated  to 
indicate  the  status  of  registrations  as  follows: 


(1)  In  the  case  of  a  registration  for  which  an  affidavit  of  use 
under§8  of  the  Act,  15  U.S.C.  §1058,  is  due,  if  Office  records 
show  that  the  registrant  has  not  filed  a  §8  affidavit  within  one 
year  after  the  filing  due  date,  the  automated  records  will  be 
updated  to  indicate  that  the  registration  is  cancelled.  See 
§III(B)  of  this  Nofice  regarding  the  due  dates  for  §8  affidavits. 

(2)  In  the  case  of  a  registration  for  which  a  renewal 
application  under  §9  of  the  Act,  15  U.S.C.  §1059,  is  due,  if 
Office  records  show  that  the  registrant  has  not  submitted  a 
renewal  appfication  one  year  after  the  expiration  of  the 
previous  term,  the  automated  record  will  be  updated  to  indicate 
that  the  registration  is  expired. 

(3)  If  the  applicant  has  submitted  a  timely  §8  affidavit  and/or 
application  for  renewal,  the  Office  records  will  be  updated  to 
indicate  receipt  of  the  paper  and  the  action  taken  on  the  paper. 


October  29,  1999 


ROBERT  M.  ANDERSON 

Acting  Assistant  Commissioner 
for  Trademarks 


[1228  TMOG  187] 


(238)  DEPARTMENT  OF  COMMERCE 

Patent  and  Trademark  Office 

37  CFR  Part  2 

[Docket  No.  2003-T-024] 

RIN  0651-AB68 

Reorganization  of  Correspondence  and 
Other  General  Provisions 

AGENCY:  United  States  Patent  and  Trademark  Office, 
Commerce. 

ACTION:  Final  rule;  correction. 

SUMMARY:  The  United  States  Patent  and  Trademark  Office 
("Office")  pubfished  in  the  Federal  Register  of  August  13,  2003 
(68  FR  48286),  a  final  rule  amending  its  rules  to  separate  the 
provisions  for  patent  matters  and  trademark  matters  with 
respect  to  filing  correspondence,  requesting  copies  of  docu- 
ments, payment  of  fees,  and  general  information.  This  docu- 
ment corrects  a  typographical  error  in  the  final  rule. 

EFFECTI'VE  DATE:  October  1,  2003. 

FOR  FURTHER  INFORMATION  CONTACT:  Mary  Han 
non.  Office  of  the  Commissioner  for  Trademarks,  by  telephone 
at  (703)  308-8910,  ext.  137;  by  e-mail  to 
mary.hannon@uspto.gov;  by  facsimile  transmission  addressed 
to  her  at  (703)  872-9280;  or  by  mail  marked  to  her  attention 
and  addressed  to  Commissioner  for  Trademarks,  2900  Crystal 
Drive,  Arlington,  Virginia  22202-3514. 

SUPPLEMENTARY  INFORMATION:  The  United  States 
Patent  and  Trademark  Office  ("Office")  published  in  the 
Federal  Register  of  August  13.  2003  (68  FR  48286),  a  final  rule 
amending  its  rules  to  separate  the  provisions  for  patent  matters 
and  trademark  matters  with  respect  to  filing  correspondence, 
requesting  copies  of  documents,  payment  of  fees,  and  general 
information.  This  document  corrects  a  typographical  error  in 
the  final  rule. 

In  FR  Doc.  03-20489,  published  on  August  13,  2003  (68  FR 
48286),  make  the  following  correction: 

Sec.  2.198  Fifing  of  correspondence  by  "Express  Mail." 

I.  On  page  48291,  in  the  first  column,  in  Sec.  2.198,  line  2, 
correct  "(a)(l)(i)  and  (ii)"  to  read  "(a)(l)(i)  through  (vii)." 


September  24.  2003. 


LYNNE  G.  BERESFORD 

Deputy  Commissioner  for 
Trademark  Examination  Policy 
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(239)  DEPARTMENT  OF  COMMERCE 

Patent  and  Trademark  OflBce 

37  CFR  Parts  1  and  2 

[Docket  No.:  2003-T-024] 

RIN  0651-AB68 

Reorganization  of  Correspondence  and 
Otlier  General  Provisions 

AGENCY:  United  States  Patent  and  Trademark  Office, 
Commerce. 

ACTION:  Final  rule. 

SUMMARY:  The  United  States  Patent  and  Trademark  Office 
("Office")  is  amending  its  rules  to  separate  the  provisions  for 
patent  matters  and  trademark  matters  with  respect  to  filing 
correspondence,  requesting  copies  of  documents,  payment  of 
fees,  and  general  information.  Specifically,  the  Office  is 
amending  its  Rules  of  Practice  in  Patent  Cases  to  delete  ail 
references  to  trademark  matters,  and  amending  its  Rules  of 
Practice  in  Trademark  Cases  to  add  new  rules  setting  forth 
provisions  for  corresponding  with  and  paying  fees  to  the  Office 
in  trademark  cases,  and  for  requesting  copies  of  trademark 
documents. 

EFFECTIVE  DATE:  September  12,  2003. 

FOR  FURTHER  INFORMATION  CONTACT:  Mary  Han 
non.  Office  of  the  Commissioner  for  Trademarks,  by  telephone 
at  (703)  308-8910,  ext.  137;  by  e-mail  to 
mary.hannon @ uspto. gov:  by  facsimile  transmission  addressed 
to  her  at  (703)  872-9280;  or  by  mail  marked  to  her  attention 
and  addressed  to  Commissioner  for  Trademarks,  2900  Crystal 
Drive,  Arlington,  Virginia  22202-3514. 

SUPPLEMENTARY  INFORMATION:  The  Office  is 
amending  its  rules  to  separate  the  provisions  for  patent  and 
trademark  matters  with  respect  to  correspondence,  requesting 
copies  of  documents,  payment  of  fees,  and  general  informa- 
tion. Specifically,  the  Office  is  (1)  amending  37  CFR  Part  1  to 
delete  all  references  to  trademarks,  and  (2)  amending  37  CFR 
Part  2  to  add  new  rules  setting  forth  provisions  for  correspond- 
ing with  and  paying  fees  to  the  Office  in  trademark  cases,  and 
for  requesting  copies  of  trademark  documents. 

Discussion  of  Specific  Rules 

The  Office  is  amending  rules  1.1,  1.4,  1.5,  1.6,  1.8,  1.10, 
1.12,  1.13,  1.22,  1.26,  2.1,  2.2,  2.6,  and  2.123;  and  adding  new 
rules  2.190,  2.191,  2.192,  2.193,  2.194,  2.195,  2.196,  2.197, 
2.198,  2.200,  2.201,  2.206,  2.207,  2.208,  and  2.209. 

The  Office  is  removing  §  1.1(a)(2),  amending  §  1.1(a)  to 
delete  reference  to  §  1.1(a)(2),  amending  §  1.1(a)(4)  to  delete 
reference  to  trademark-related  documents,  and  revising  the 
note  following  §  1.1(f)  to  delete  the  reference  to  "trademark 
cases." 

The  Office  is  removing  and  reserving  §  1.4(d)(l)(iii), 
amending  §  1.4(d)(l)(ii)  to  change  a  semicolon  to  a  period,  and 
amending  §§  1.4(a)(1),  (a)(2),  (b)  and  (d)(1)  to  delete  refer- 
ences to  trademark  applications,  trademark  registrations,  and 
trademark  filings. 

The  Office  is  removing  and  reserving  §  1.5(c). 

The  Office  is  removing  and  reserving  §§  1.6(a)(4),  (d)(7) 
and  (d)(8),  and  revising  §§  1.6(d),  (d)(3),  and  (d)(4)  to  delete 
all  references  to  trademark  matters. 

The  Office  is  removing  and  reserving  §  1.8(a)(2)(ii). 

The  Office  is  amending  §  1.10(a)  to  delete  all  references  to 
trademark  correspondence. 

The  Office  is  amending  §  1.12(a)  to  delete  all  references  to 
trademark  assignments. 

The  Office  is  amending  §  1.13  to  delete  all  references  to 
copies  of  trademark  documents. 

The  Office  is  amending  §  1.22  to  delete  all  references  to 
trademark  fees  and  trademark  registration  files. 

The  Office  is  amending  §  1.26(a)  to  delete  the  reference  to 
trademark  filing. 

The  Office  is  removing  and  reserving  §2.1,  which  provides 
that  §§  1.1  to  1.26  of  this  chapter  apply  to  trademark  cases. 

The  Office  is  amending  §  2.2  to  add  definitions  of  "Direc- 
tor," "Office,"  "TEAS,"  and  "Federal  holiday  within  the 
District  of  Columbia." 


The  Office  is  adding  a  new  §  2.6(b)(12),  requiring  a  fee  for 
processing  any  payment  refused  or  charged  back  by  a  financial 
institution.  This  is  consistent  with  current  §  1.21(m). 

The  Office  is  adding  a  new  §  2.6(b)(13),  setting  forth  the  fee 
for  establishing  a  deposit  account,  and  a  service  charge  for 
each  month  when  the  balance  at  the  end  of  the  month  is  below 
$1,000.  This  is  consistent  with  current  §§  1.21(b)(1)  and  (2). 

The  Office  is  amending  §  2.123(f)(2)  to  change  a  cross- 
reference. 

The  Office  is  adding  a  new  §  2.190,  setting  forth  the 
addresses  for  trademark  correspondence.  This  is  consistent 
with  current  §§  1.1(a)(2)  and  1.1(a)(4). 

The  Office  is  adding  a  new  §  2.191,  providing  that  business 
with  the  Office  must  be  transacted  in  writing,  and  that  no 
attention  will  be  paid  to  any  alleged  oral  promise,  stipulation, 
or  understanding.  This  is  consistent  with  current  §  1.2. 

The  Office  is  adding  a  new  §  2.192,  providing  that  business 
must  be  conducted  with  decorum  and  courtesy.  This  is  consis- 
tent with  current  §  1.3. 

The  Office  is  adding  a  new  §  2.193,  setting  forth  the 
requirements  for  correspondence  and  signatures  in  trademark 
cases.  This  is  consistent  with  current  §  1.4. 

The  Office  is  adding  a  new  §  2.194,  setting  forth  the 
requirements  for  identifying  correspondence  relating  to  trade- 
mark applications  and  registrations.  This  is  consistent  with 
current  §  1.5. 

The  Office  is  adding  a  new  §  2.195,  setting  forth  the 
procedures  for  according  filing  dates  in  trademark  cases.  This 
is  consistent  with  current  §  1.6. 

The  Office  is  adding  a  new  §  2.196,  providing  that  when  the 
last  day  for  taking  an  action  or  paying  a  fee  falls  on  a  Saturday, 
Sunday,  or  Federal  holiday  within  the  District  of  Columbia,  the 
action  may  be  taken  or  fee  may  be  paid  on  the  next  succeeding 
day  that  is  not  a  Saturday,  Sunday,  or  Federal  holiday  within 
the  District  of  Columbia.  This  is  consistent  with  current  §  1.7. 

The  Office  is  adding  a  new  §  2.197,  setting  forth  the 
requirements  and  procedures  for  filing  a  document  under  a 
certificate  of  mailing  or  certificate  of  transmission.  This  is 
consistent  with  current  §  1.8. 

Section  2.197(b)  requires  that  if  correspondence  is  timely 
mailed  or  transmitted,  but  not  received  in  the  Office,  the  party 
who  filed  the  correspondence  must  inform  the  Office  of  the 
timely  mailing  or  transmission  within  two  months  after  be- 
coming aware  that  the  Office  has  no  evidence  of  receipt  of  the 
correspondence.  This  does  not  change  current  practice.  While 
current  §  1.8(b)(1)  requires  that  the  party  inform  the  Office  of 
the  timely  maihng  or  transmission  "promptly,"  §  2.146(d) 
requires  that  a  petition  for  revival  or  reinstatement  in  a 
trademark  case  be  filed  within  two  months  of  the  date  that  the 
party  who  filed  the  correspondence  became  aware  that  there 
was  a  problem  with  the  filing  date  of  the  correspondence, 
unless  a  different  deadline  is  specified  elsewhere  in  the  rules. 
Trademark  Manual  of  Examining  Procedure  §§  305.02(f), 
306.05(d)  and  1705.04. 

The  Office  is  adding  a  new  §  2.198,  setting  forth  the 
procedures  and  requirements  for  filing  correspondence  by 
Express  Mail.  This  is  consistent  with  current  §  1.10.  Section 
2. 198(a)(1)  provides  that  the  Express  Mail  procedure  cannot  be 
used  to  file:  Trademark  applications  filed  under  section  1  or 
section  44  of  the  Trademark  Act;  amendments  to  allege  use 
under  section  1(c)  of  the  Trademark  Act;  statements  of  use 
under  section  1(d)  of  the  Trademark  Act;  requests  for  extension 
of  time  to  file  a  statement  of  use  under  section  1(d)  of  the 
Trademark  Act;  affidavits  of  continued  use  under  section  8  of 
the  Trademark  Act;  renewal  applications  under  section  9  of  the 
Trademark  Act,  15  U.S.C.  §  1059;  requests  to  change  or 
correct  addresses;  combined  filings  under  sections  8  and  9  of 
the  Trademark  Act;  or  combined  affidavits  or  declarations 
under  sections  8  and  15  of  the  Trademark  Act. 

Sections  2.198(c)(1),  (d)(1)  and  (e)(1)  require  that  if  corre- 
spondence is  sent  by  Express  Mail  under  §§  2.198(a)  and  (b) 
but  not  accorded  a  filing  date  as  of  the  date  of  deposit  with  the 
United  States  Postal  Service  (USPS),  the  party  who  filed  the 
correspondence  may  petition  for  a  filing  date  as  of  the  date  of 
deposit  with  the  USPS,  within  two  months  after  becoming 
aware  that  the  Office  did  not  receive  the  correspondence,  or 
that  the  Office  accorded  an  incorrect  filing  date  to  the  corre- 
spondence. This  does  not  change  current  practice.  While 
current  §  1.10(c)(1),  (d)(1)  and  (e)(1)  require  that  the  party 
inform  the  Office  of  the  timely  mailing  or  transmission 
"promptly,"  §  2.146(d)  requires  that  a  petition  for  revival  or 
reinstatement  in  a  trademark  case  be  filed  within  two  months 
of  the  date  that  the  party  who  filed  the  correspondence  became 
aware  that  there  was  a  problem  with  the  filing  date  of  the 
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correspondence,  unless  a  different  deadline  is  specified  else- 
where in  the  rules.  Trademark  Manual  of  Examining  Procedure 
§§  305.03  and  1705.04. 

The  Office  is  adding  a  new  §  2.200.  setting  forth  the 
procedures  for  requesting  copies  of  trademark  assignments. 
This  is  consistent  with  current  §  1.12. 

The  Office  is  adding  a  new  §  2.201.  setting  forth  the 
procedures  for  requesting  copies  of  trademark  registrations. 
This  is  consistent  with  current  §  1.13. 

The  Office  is  adding  a  new  §  2.206,  providing  that  trademark 
fees  must  be  paid  in  advance  and  must  be  itemized.  This  is 
consistent  with  current  §  1.22. 

The  Office  is  adding  a  new  §  2.207,  setting  forth  the  methods 
for  paying  fees  in  trademark  cases.  This  is  consistent  with 
current  §  1.23. 

The  Office  is  adding  a  new  §  2.208,  providing  for  the 
payment  of  trademark  fees  from  deposit  accounts.  This  is 
consistent  with  current  §  1.25. 

The  Office  is  adding  a  new  §  2.209,  setting  forth  the 
procedures  for  refunding  trademark  fees.  This  is  consistent 
with  current  §  1.26. 

Rule  Making  Requirements 

Regulatory  Flexibility  Act:  As  prior  notice  and  an  opportu- 
nity for  public  comment  are  not  required  pursuant  to  5  U.S.C. 
553  (or  any  other  law),  an  initial  regulatory  flexibility  analysis 
under  the  Regulatory  Flexibility  Act  (5  U.S.C.  601  et  seq.)  is 
not  required.  See  5  U.S.C.  603. 

Executive  Order  13132:  This  rule  making  does  not  contain 
poUcies  with  federalism  implications  sufficient  to  warrant 
preparation  of  a  Federalism  Assessment  under  Executive  Order 
13132  (Aug.  4,  1999). 

Executive  Order  12866:  This  rule  making  has  been  deter- 
mined not  to  be  significant  for  purposes  of  Executive  Order 
12866  (Sept.  30,  1993). 

Paperwork  Reduction  Act:  This  rule  contains  no  new  infor- 
mation collection  or  recordkeeping  requirements  under  the 
Paperwork  Reduction  Act  of  1995  (44  U.S.C.  3501  et  seq.). 
Notwithstanding  any  other  provision  of  law,  no  person  is 
required  to  respond  to  nor  shall  a  person  be  subject  to  a  penalty 
for  failure  to  comply  with  a  collection  of  information  subject  to 
the  requirements  of  the  Paperwork  Reduction  Act  unless  that 
collection  of  information  displays  a  currently  valid  0MB 
control  number. 

Administrative  Procedure  Act:  This  final  rule  merely  renum- 
bers rules  of  agency  practice  and  procedure.  There  are  no 
substantive  changes  to  the  rules.  Therefore,  this  final  rule  may 
be  adopted  without  prior  notice  and  opportunity  for  public 
comment  under  5  U.S.C.  553(b)  and  (c). 

List  of  Subjects 

37  CFR  Part  1 

Administrative  practice  and  procedure,  Patents. 

37  CFR  Part  2 

Administrative  practice  and  procedure,  Trademarks. 

•  For  the  reasons  given  in  the  preamble  and  under  the  authority 
contained  in  35  U.S.C.  2  and  15  U.S.C.  1123,  as  amended,  the 
Office  is  amending  parts  1  and  2  of  title  37  as  follows: 

PART  1— RULES  OF  PRACTICE  IN  PATENT  CASES 

•  1.  The  authority  citation  for  part  1  continues  to  read  as 
follows: 

Authority:  35  U.S.C.  2(b)(2). 

•  2.  Amend  §  1.1  by  revising  the  section  heading,  removing  and 
reserving  paragraph  (a)(2),  and  revising  paragraphs  (a)  intro- 
ductory text  and  (a)(4)  and  removing  the  note  following 
paragraph  (f)  to  read  as  follows: 

§  1.1  Addresses  for  non-trademark  correspondence  with 
the  United  States  Patent  and  Trademark  Office. 

(a)  In  general.  Except  as  provided  in  paragraphs  (a)(3)(i), 
(a)(3)(ii)  and  (d)(1)  of  this  section,  all  correspondence  intended 
for  the  United  States  Patent  and  Trademark  Office  must  be 
addressed  to  either  "Director  of  the  United  States  Patent  and 


Trademark  Office,  P.O.  Box  1450,  Alexandria,  Virginia  22313- 
1450"  or  to  specific  areas  within  the  Office  as  set  out  in 
paragraphs  (a)(1)  and  (a)(3)(iii)  of  this  section.  When  appro- 
priate, correspondence  should  also  be  marked  for  the  attention 
of  a  particular  office  or  individual. 


(4)  Office  of  Public  Records  correspondence,  (i)  Assign- 
ments. All  patent-related  documents  to  be  recorded  by  the 
Assignment  Services  Division,  except  for  documents  filed 
together  with  a  new  application  or  under  §  3.81  of  this  chapter, 
should  be  addressed  to:  Mail  Stop  Assignment  Recordation 
Services,  Director  of  the  United  States  Patent  and  Trademark 
Office,  PO.  Box  1450,  Alexandria,  Virginia  22313-1450.  See  § 
3.27. 

(ii)  Documents.  All  requests  for  certified  or  uncertified 
copies  of  patent  documents  should  be  addressed  to:  Mail  Stop 
Document  Services,  Director  of  the  United  States  Patent  and 
Trademark  Office,  PO.  Box  1450,  Alexandria,  Virginia  22313- 
1450. 

•  3.  Amend  §  1.4  by  removing  and  reserving  paragraph 
(d)(l)(iii),  and  by  revising  paragraphs  (a)(1),  (a)(2),  (b),  (d)(1) 
introductory  text,  and  (d)(l)(ii)  to  read  as  follows: 

§  1.4  Nature  of  correspondence  and  signature  require- 
ments. 

( ^\    ^    ^    "^ 

(1)  Correspondence  relating  to  services  and  facilities  of  the 
Office,  such  as  general  inquiries,  requests  for  publications 
supplied  by  the  Office,  orders  for  printed  copies  of  patents, 
orders  for  copies  of  records,  transmission  of  assignments  for 
recording,  and  the  like,  and 

(2)  Correspondence  in  and  relating  to  a  particular  applica- 
tion or  other  proceeding  in  the  Office.  See  particularly  the  rules 
relating  to  the  filing,  processing,  or  other  proceedings  of 
national  applications  in  subpart  B,  §§  1.31  to  1.378;  of 
international  applications  in  subpart  C,  §§  1.401  to  1.499;  of  ex 
parte  reexaminations  of  patents  in  subpart  D,  §§  1.501  to 
1.570;  of  interferences  in  subpart  E,  §§  1.601  to  1.690;  of 
extension  of  patent  term  in  subpart  F,  §§  1.710  to  1.785;  and  of 
inter  partes  reexaminations  of  patents  in  subpart  H,  §§  1.902  to 
1.997. 

(b)  Since  each  file  must  be  complete  in  itself,  a  separate 
copy  of  every  paper  to  be  filed  in  a  patent  application,  patent 
file,  or  other  proceeding  must  be  furnished  for  each  file  to 
which  the  paper  pertains,  even  though  the  contents  of  the 
papers  filed  in  two  or  more  files  may  be  identical.  The  filing  of 
duplicate  copies  of  correspondence  in  the  file  of  an  application, 
patent,  or  other  proceeding  should  be  avoided,  except  in 
situations  in  which  the  Office  requires  the  filing  of  duplicate 
copies.  The  Office  may  dispose  of  duplicate  copies  of  corre- 
spondence in  the  file  of  an  application,  patent,  or  other 
proceeding. 

(d)(1)  Each  piece  of  correspondence,  except  as  provided  in 
paragraphs  (e)  and  (f)  of  this  section,  filed  in  an  application, 
patent  file,  or  other  proceeding  in  the  Office  which  requires  a 
person's  signature,  must: 

(ii)  Be  a  direct  or  indirect  copy,  such  as  a  photocopy  or 
facsimile  transmission  (§  1.6(d)),  of  an  original.  In  the  event 
that  a  copy  of  the  original  is  filed,  the  original  should  be 
retained  as  evidence  of  authenticity.  If  a  question  of  authen- 
ticity arises,  the  Office  may  require  submission  of  the  original. 

•  4.  Amend  §  1.5  by  removing  and  reserving  paragraph  (c)  and 
revising  the  section  heading  to  read  as  follows. 

§  1.5  Identification  of  patent,  patent  application,  or  patent- 
related  proceeding. 
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•  5.  Amend  §  1.6  by  removing  and  reserving  paragraphs  (a)(4), 
(d)(7)  and  (d)(8),  and  revising  paragraphs  (d)  introductory  text, 
(d)(3),  and  (d)(4)  to  read  as  follows: 

§  1.6  Receipt  of  correspondence. 

(d)  Facsimile  transmission.  Except  in  the  cases  enumerated 
below,  correspondence,  including  authorizations  to  charge  a 
deposit  account,  may  be  transmitted  by  facsimile.  The  receipt 
date  accorded  to  the  correspondence  will  be  the  date  on  which 
the  complete  transmission  is  received  in  the  United  States 
Patent  and  Trademark  Office,  unless  that  date  is  a  Saturday, 
Sunday,  or  Federal  holiday  within  the  District  of  Columbia. 
See  §  1.6(a)(3).  To  facilitate  proper  processing,  each  transmis- 
sion session  should  be  limited  to  correspondence  to  be  filed  in 
a  single  application  or  other  proceeding  before  the  United 
States  Patent  and  Trademark  Office.  The  application  number  of 
a  patent  application,  the  control  number  of  a  reexamination 
proceeding,  the  interference  number  of  an  interference  pro- 
ceeding, or  the  patent  number  of  a  patent  should  be  entered  as 
a  part  of  the  sender's  identification  on  a  facsimile  cover  sheet. 
Facsimile  transmissions  are  not  permitted  and  if  submitted, 
will  not  be  accorded  a  date  of  receipt,  in  the  following 
situations: 

(3)  Correspondence  which  cannot  receive  the  benefit  of  the 
certificate  of  mailing  or  transmission  as  specified  in  § 
1.8(a)(2)(i)(A)  through  (D)  and  (F),  and  §  1.8(a)(2)(iii)(A), 
except  that  a  continued  prosecution  application  under  §  1.53(d) 
may  be  transmitted  to  the  Office  by  facsimile; 

(4)  Drawings  submitted  under  §§  1.81,  1.83  through  1.85, 
1.152,  1.165,  1.174,  or  1.437; 

§  1.8  [Amended] 

•  6.  Amend  §  1.8  by  removing  and  reserving  paragraph 
(a)(2)(ii). 

•  7.  Amend  §  1.10  by  revising  paragraph  (a)(1)  to  read  as 
follows: 

§  1.10  Filing  of  correspondence  by  "Express  Mail." 

(a)(1)  Any  correspondence  received  by  the  U.S.  Patent  and 
Trademark  Office  (USPTO)  that  was  delivered  by  the  "Express 
Mail  Post  Office  to  Addressee"  service  of  the  United  States 
Postal  Service  (USPS)  will  be  considered  filed  with  the 
USPTO  on  the  date  of  deposit  with  the  USPS. 

•  8.  Amend  §  1.12  by  revising  paragraph  (a)  to  read  as  follows: 

§  1.12  Assignment  records  open  to  public  inspection. 

(a)(1)  Separate  assignment  records  are  maintained  in  the 
United  States  Patent  and  Trademark  Office  for  patents  and 
trademarks.  The  assignment  records,  relating  to  original  or 
reissue  patents,  including  digests  and  indexes  (for  assignments 
recorded  on  or  after  May  1,  1957),  and  published  patent 
applications,  are  open  to  public  inspection  at  the  United  States 
Patent  and  Trademark  Office,  and  copies  of  patent  assignment 
records  may  be  obtained  upon  request  and  payment  of  the  fee 
set  forth  in  §  1.19  of  this  chapter.  See  §  2.200  of  this  chapter 
regarding  trademark  assignment  records. 

(2)  All  records  of  assignments  of  patents  recorded  before 
May  1,  1957,  are  maintained  by  the  National  Archives  and 
Records  Administration  (NARA).  The  records  are  open  to 
public  inspection.  Certified  and  uncertified  copies  of  those 
assignment  records  are  provided  by  NARA  upon  request  and 
payment  of  the  fees  required  by  NARA. 

•  9.  Revise  §  1.13  to  read  as  follows: 

§  1.13  Copies  and  certified  copies. 

(a)  Non-certified  copies  of  patents,  and  patent  application 
publications  and  of  any  records,  books,  papers,  or  drawings 
within  the  jurisdiction  of  the  United  States  Patent  and  Trade- 


mark Office  and  open  to  the  public,  will  be  furnished  by  the 
United  States  Patent  and  Trademark  Office  to  any  person,  and 
copies  of  other  records  or  papers  will  be  furnished  to  persons 
entitled  thereto,  upon  payment  of  the  appropriate  fee.  See  § 
2.201  of  this  chapter  regarding  copies  of  trademark  records. 

(b)  Certified  copies  of  patents,  patent  application  publica- 
tions, and  of  any  records,  books,  papers,  or  drawings  within  the 
jurisdiction  of  the  United  States  Patent  and  Trademark  Office 
and  open  to  the  public  or  persons  entitled  thereto  will  be 
authenticated  by  the  seal  of  the  United  States  Patent  and 
Trademark  Office  and  certified  by  the  Director,  or  in  his  or  her 
name  attested  by  an  officer  of  the  United  States  Patent  and 
Trademark  Office  authorized  by  the  Director,  upon  payment  of 
the  fee  for  the  certified  copy. 

•  10.  Revise  §  1.22  to  read  as  follows: 

§  1.22  Fees  payable  in  advance. 

(a)  Patent  fees  and  charges  payable  to  the  United  States 
Patent  and  Trademark  Office  are  required  to  be  paid  in 
advance;  that  is,  at  the  time  of  requesting  any  action  by  the 
Office  for  which  a  fee  or  charge  is  payable,  with  the  exception 
that  under  §  1.53  applications  for  patent  may  be  assigned  a 
filing  date  without  payment  of  the  basic  filing  fee. 

(b)  All  fees  paid  to  the  United  States  Patent  and  Trademark 
Office  must  be  itemized  in  each  individual  application,  patent, 
or  other  proceeding  in  such  a  manner  that  it  is  clear  for  which 
purpose  the  fees  are  paid.  The  Office  may  return  fees  that  are 
not  itemized  as  required  by  this  paragraph.  The  provisions  of  § 
1.5(a)  do  not  apply  to  the  resubmission  of  fees  returned 
pursuant  to  this  paragraph. 

•  11.  Amend  §  1.26  by  revising  paragraph  (a)  to  read  as 
follows: 

§  1.26  Refunds. 

(a)  The  Director  may  refund  any  fee  paid  by  mistake  or  in 
excess  of  that  required.  A  change  of  purpose  after  the  payment 
of  a  fee,  such  as  when  a  party  desires  to  withdraw  a  patent 
filing  for  which  the  fee  was  paid,  including  an  application,  an 
appeal,  or  a  request  for  an  oral  hearing,  will  not  entitle  a  party 
to  a  refund  of  such  fee.  The  Office  will  not  refund  amounts  of 
twenty-five  dollars  or  less  unless  a  refund  is  specifically 
requested,  and  will  not  notify  the  payor  of  such  amounts.  If  a 
party  paying  a  fee  or  requesting  a  refund  does  not  provide  the 
banking  information  necessary  for  making  refunds  by  elec- 
tronic funds  transfer  (31  U.S.C.  3332  and  31  CFR  part  208),  or 
instruct  the  Office  that  refunds  are  to  be  credited  to  a  deposit 
account,  the  Director  may  require  such  information,  or  use  the 
banking  information  on  the  payment  instrument  to  make  a 
refund.  Any  refund  of  a  fee  paid  by  credit  card  will  be  by  a 
credit  to  the  credit  card  account  to  which  the  fee  was  charged. 

H(    H^    ^    ^    ^ 

PART  2— RULES  OF  PRACTICE  IN  TRADEMARK 
CASES 

•  1 2.  The  authority  citation  for  37  CFR  Part  2  is  revised  to  read 
as  follows: 

Authority:  15  U.S.C.  1123;  35  U.S.C.  2,  unless  otherwise 
noted. 

§  2.1  [Removed  and  Reserved] 

•  13.  Remove  and  reserve  §  2.1. 

•  14.  Amend  §  2.2  to  add  new  paragraphs  (c)  through  (f). 
§  2.2  Definitions. 

(c)  Director  as  used  in  this  chapter,  except  for  part  10,  means 
the  Under  Secretary  of  Commerce  for  Intellectual  Property  and 
Director  of  the  United  States  Patent  and  Trademark  Office. 

(d)  Federal  holiday  within  the  District  of  Columbia  means 
any  day,  except  Saturdays  and  Sundays,  when  the  United 
States  Patent  and  Trademark  Office  is  officially  closed  for 
business  for  the  entire  day. 

(e)  The  term  Office  means  the  United  States  Patent  and 
Trademark  Office. 
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(f)  The  acronym  TEAS  means  the  Trademark  Electronic 
Application  System,  available  online  at  http://frwebgate. ac- 
cess.gpo.gov/cgi-bin/ 

leaving.cgi?from=leavingFR.html&log=linklog&to=http:// 
www.uspto.gov. 

•  15.  Amend  §  2.6  by  adding  new  paragraphs  (b)(12)  and 
(b)(13),  to  read  as  follows: 

§  2.6  Trademark  fees. 

(b)  *  *  * 

(12)  For  processing  each  payment  refused  (including  a 
check  returned  "unpaid")  or  charged  back  by  a  financial 
institution — $50.00 

(13)  Deposit  accounts: 

(i)  For  establishing  a  deposit  account — $10.00 
(ii)  Service  charge  for  each  month  when  the  balance  at  the 
end  of  the  month  is  below  $1.000-$25.00 

•  16.  Revise  §  2.123(f)(2)  to  read  as  follows: 

§  2.123  Trial  testimony  in  inter  partes  cases. 

ff\    *    *     * 

(2)  K  any  of  the  foregoing  requirements  in  paragraph  (f)(1) 
of  this  section  are  waived,  the  certificate  shall  so  state.  The 
officer  shall  sign  the  certificate  and  affix  thereto  his  seal  of 
office,  if  he  has  such  a  seal.  Unless  waived  on  the  record  by  an 
agreement,  he  shall  then  securely  seal  in  an  envelope  all  the 
evidence,  notices,  and  paper  exhibits,  inscribe  upon  the  enve- 
lope a  certificate  giving  the  number  and  title  of  the  case,  the 
name  of  each  witness,  and  the  date  of  sealing.  The  officer  or  the 
party  taking  the  deposition,  or  its  attorney  or  other  authorized 
representative,  shall  then  promptly  forward  the  package  to  the 
address  set  out  in  §  2.190.  If  the  weight  or  bulk  of  an  exhibit 
shall  exclude  it  from  the  envelope,  it  shall,  unless  waived  on 
the  record  by  agreement  of  all  parties,  be  authenticated  by  the 
officer  and  transmitted  by  the  officer  or  the  party  taking  the 
deposition,  or  its  attorney  or  other  authorized  representative,  in 
a  separate  package  marked  and  addressed  as  provided  in  this 
section. 

•  17.  Immediately  after  §  2.186,  add  the  following  new  center 
heading  to  read  as  follows: 

General  Information  and  Correspondence  in  Trademark 
Cases 

•  18.  Add  §§2.188  through  2.198  to  read  as  follows: 
§  2.188  [Reserved] 

§  2.189  [Reserved] 

§  2.190  Addresses  for  trademark  correspondence  with  the 
United  States  Patent  and  Trademark  OflBce. 

(a)  Trademark  correspondence — in  general.  All  trademark- 
related  documents  filed  on  paper,  except  documents  sent  to  the 
Assignment  Services  Division  for  recordation  and  requests  for 
copies  of  trademark  documents,  should  be  addressed  to: 
Commissioner  for  Trademarks,  2900  Crystal  Drive,  Arlington, 
Virginia  22202-3514. 

(b)  Electronic  trademark  documents.  An  applicant  may 
transmit  a  trademark  document  through  TEAS,  at  http:// 
frwebgate.access.gpo.gov/cgi-bin/ 

leaving.cgi?from=leavingFR.html&log=linklog&to=http:// 
www.uspto.gov. 

(c)  Trademark  assignments.  Requests  to  record  documents 
in  the  Assignment  Services  Division  may  be  filed  through  the 
Office's  web  site,  at  http://frwebgate.access.gpo.gov/cgi-bin/ 
leaving.cgi?from=leavingFR.html&log=linklog&to=http:// 
www.uspto.gov.  Paper  documents  and  cover  sheets  to  be 
recorded  in  the  Assignment  Services  Division  should  be 
addressed  to:  Mail  Stop  Assignment  Recordation  Services, 
Director  of  the  United  States  Patent  and  Trademark  Office,  P.O. 
Box  1450,  Alexandria,  Virginia  22313-1450.  See  §  3.27  of  this 
chapter. 


(d)  Requests  for  copies  of  trademark  documents.  Copies  of 
trademark  documents  can  be  ordered  through  the  Office's  web 
site  at  http://frwebgate.access.gpo.gov/cgi-bin/leaving.cgi? 
from=leavingFR.html&log=Unklog&to=www.uspto.gov.  Pa- 
per requests  for  certified  or  uncertified  copies  of  trademark 
documents  should  be  addressed  to:  Mail  Stop  Document 
Services,  Director  of  the  United  States  Patent  and  Trademark 
Office,  PO.  Box  1450,  Alexandria,  Virginia  22313-1450. 

§  2.191  Business  to  be  transacted  in  writing. 

All  business  with  the  Office  should  be  transacted  in  writing. 
The  personal  appearance  of  applicants  or  their  representatives 
at  the  Office  is  unnecessary.  The  action  of  the  Office  will  be 
based  exclusively  on  the  written  record.  No  attention  will  be 
paid  to  any  alleged  oral  promise,  stipulation,  or  understanding 
in  relation  to  which  there  is  disagreement  or  doubt.  The  Office 
encourages  parties  to  file  documents  through  TEAS  wherever 
possible. 

§   2.192   Business   to   be   conducted   with   decorum   and 
courtesy. 

Trademark  applicants,  registrants,  and  parties  to  proceedings 
before  the  Trademark  Trial  and  Appeal  Board  and  their 
attorneys  or  agents  are  required  to  conduct  their  business  with 
decorum  and  courtesy.  Documents  presented  in  violation  of 
this  requirement  will  be  submitted  to  the  Director  and  will  be 
returned  by  the  Director' sdirect  order.  Complaints  against 
trademark  examining  attorneys  and  other  employees  must  be 
made  in  correspondence  separate  from  other  documents. 

§  2.193  Trademark  correspondence  and  signature  require- 
ments. 

(a)  Since  each  file  must  be  complete  in  itself,  a  separate  copy 
of  every  document  to  be  filed  in  a  trademark  application, 
trademark  registration  file,  or  proceeding  before  the  Trademark 
Trial  and  Appeal  Board  must  be  furnished  for  each  file  to 
which  the  document  pertains,  even  though  the  contents  of  the 
documents  filed  in  two  or  more  files  may  be  identical.  Parties 
should  not  file  duplicate  copies  of  correspondence,  unless  the 
Office  requires  the  filing  of  dupUcate  copies.  The  Office  may 
dispose  of  duplicate  copies  of  correspondence. 

(b)  Since  different  matters  may  be  considered  by  different 
branches  or  sections  of  the  Office,  each  distinct  subject,  inquiry 
or  order  must  be  contained  in  a  separate  document  to  avoid 
confusion  and  delay  in  answering  correspondence  dealing  with 
different  subjects. 

(c)(1)  Each  piece  of  correspondence  that  requires  a  person's 
signature,  must: 

(i)  Be  an  original,  that  is,  have  an  original  signature 
personally  signed  in  permanent  ink  by  that  person;  or 

(ii)  Be  a  copy,  such  as  a  photocopy  or  facsimile  transmission 
(§  2.195(c)),  of  an  original.  In  the  event  that  a  copy  of  the 
original  is  filed,  the  original  should  be  retained  as  evidence  of 
authenticity.  If  a  question  of  authenticity  arises,  the  Office  may 
require  submission  of  the  original;  or 

(iii)  Where  an  electronically  transmitted  trademark  filing  is 
permitted  or  required,  the  person  who  signs  the  filing  must 
either: 

(A)  Place  a  symbol  comprised  of  numbers  and/or  letters 
between  two  forward  slash  marks  in  the  signature  block  on  the 
electronic  submission;  or 

(B)  Sign  the  verified  statement  using  some  other  form  of 
electronic  signature  specified  by  the  Director. 

(2)  The  presentation  to  the  Office  (whether  by  signing,  filing, 
submitting,  or  later  advocating)  of  any  document  by  a  party, 
whether  a  practitioner  or  non-practitioner,  constitutes  a  certi- 
fication under  §  10.18(b)  of  this  chapter.  Violations  of  § 
10.18(b)(2)  of  this  chapter  by  a  party,  whether  a  practitioner  or 
non-practitioner,  may  result  in  the  imposition  of  sanctions 
under  §  10.18(c)  of  this  chapter.  Any  practitioner  violating  § 
10.18(b)  may  also  be  subject  to  disciphnary  action.  See  §§ 
10.18(d)  and  10.23(c)(15). 

(d)  When  a  document  that  is  required  by  statute  to  be 
certified  must  be  filed,  a  copy,  including  a  photocopy  or 
facsimile  transmission,  of  the  certification  is  not  acceptable. 

§  2.194  Identification  of  trademark  application  or  registra- 
tion. 

(a)  No  correspondence  relating  to  a  trademark  application 
should  be  filed  prior  to  receipt  of  the  application  serial  number. 

(b)  ( 1 )  A  letter  about  a  trademark  application  should  identify 
the  serial  number,  the  name  of  the  applicant,  and  the  mark. 

(2)  A  letter  about  a  registered  trademark  should  identify  the 
registration  number,  the  name  of  the  registrant,  and  the  mark. 
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§  2.195  Receipt  of  trademark  correspondence. 

(a)  Date  of  receipt  and  Express  Mail  date  of  deposit. 
Trademark  correspondence  received  in  the  Office  is  given  a 
filing  date  as  of  the  date  of  receipt  except  as  follows: 

(1)  The  Office  is  not  open  for  the  filing  of  correspondence  on 
any  day  that  is  a  Saturday,  Sunday,  or  Federal  holiday  within 
the  District  of  Columbia.  Except  for  correspondence  transmit- 
ted electronically  under  paragraph  (a)(2)  of  this  section  or 
transmitted  by  facsimile  under  paragraph  (a)(3)  of  this  section, 
no  correspondence  is  received  in  the  Office  on  Saturdays, 
Sundays,  or  Federal  holidays  within  the  District  of  Columbia. 

(2)  Trademark-related  correspondence  transmitted  electroni- 
cally will  be  given  a  filing  date  as  of  the  date  on  which  the 
Office  receives  the  transmission. 

(3)  Correspondence  transmitted  by  facsimile  will  be  given  a 
filing  date  as  of  the  date  on  which  the  complete  transmission  is 
received  in  the  Office  unless  that  date  is  a  Saturday,  Sunday,  or 
Federal  holiday  within  the  District  of  Columbia,  in  which  case 
the  filing  date  will  be  the  next  succeeding  day  that  is  not  a 
Saturday,  Sunday,  or  Federal  holiday  within  the  District  of 
Columbia. 

(4)  Correspondence  filed  in  accordance  with  §  2.198  will  be 
given  a  filing  date  as  of  the  date  of  deposit  as  "Express  Mail" 
with  the  United  States  Postal  Service. 

(b)  Correspondence  delivered  by  hand.  In  addition  to  being 
mailed,  correspondence  may  be  delivered  by  hand  during 
hours  the  Office  is  open  to  receive  correspondence. 

(c)  Facsimile  transmission.  Except  in  the  cases  enumerated 
in  paragraph  (d)  of  this  section,  correspondence,  including 
authorizations  to  charge  a  deposit  account,  may  be  transmitted 
by  facsimile.  The  receipt  date  accorded  to  the  correspondence 
will  be  the  date  on  which  the  complete  transmission  is  received 
in  the  Office,  unless  that  date  is  a  Saturday,  Sunday,  or  Federal 
holiday  within  the  District  of  Columbia.  See  §  2.196.  To 
facilitate  proper  processing,  each  transmission  session  should 
be  limited  to  correspondence  to  be  filed  in  a  single  application, 
registration  or  proceeding  before  the  Office.  The  application 
serial  number,  registration  number,  or  proceeding  number 
should  be  entered  as  a  part  of  the  sender's  identification  on  a 
facsimile  cover  sheet. 

(d)  Facsimile  transmissions  are  not  permitted  and  if  submit- 
ted, will  not  be  accorded  a  date  of  receipt,  in  the  following 
situations: 

(1)  Applications  for  registration  of  marks; 

(2)  Drawings  submitted  under  §  2.51,  §  2.52,  §  2.72,  or  § 
2.173; 

(3)  Correspondence  to  be  filed  with  the  Trademark  Trial  and 
Appeal  Board,  except  notices  of  ex  parte  appeal;  and 

(4)  Requests  for  cancellation  or  amendment  of  a  registration 
under  section  7(e)  of  the  Trademark  Act;  and  certificates  of 
registration  surrendered  for  cancellation  or  amendment  under 
section  7(e)  of  the  Trademark  Act. 

(e)  Interruptions  in  U.S.  Postal  Service.  If  interruptions  or 
emergencies  in  the  United  States  Postal  Service  which  have 
been  so  designated  by  the  Director  occur,  the  Office  will 
consider  as  filed  on  a  particular  date  in  the  Office  any 
correspondence  which  is: 

(1)  Promptly  filed  after  the  ending  of  the  designated  inter- 
ruption or  emergency;  and 

(2)  Accompanied  by  a  statement  indicating  that  such  corre- 
spondence would  have  been  filed  on  that  particular  date  if  it 
were  not  for  the  designated  interruption  or  emergency  in  the 
United  States  Postal  Service. 

§  2.196  Times  for  talcing  action:  Expiration  on  Saturday, 
Sunday  or  Federal  holiday. 

Whenever  periods  of  time  are  specified  in  this  part  in  days, 
calendar  days  are  intended.  When  the  day,  or  the  last  day  fixed 
by  statute  or  by  regulation  under  this  part  for  taking  any  action 
or  paying  any  fee  in  the  Office  falls  on  a  Saturday,  Sunday,  or 
Federal  holiday  within  the  District  of  Columbia,  the  action 
may  be  taken,  or  the  fee  paid,  on  the  next  succeeding  day  that 
is  not  a  Saturday,  Sunday,  or  a  Federal  holiday. 

§  2.197  Certificate  of  mailing  or  transmission. 

(a)  Except  in  the  cases  enumerated  in  paragraph  (a)(2)  of 
this  section,  correspondence  required  to  be  filed  in  the  Office 
within  a  set  period  of  time  will  be  considered  as  being  timely 
filed  if  the  procedure  described  in  this  section  is  followed.  The 
actual  date  of  receipt  will  be  used  for  all  other  purposes. 

(1)  Correspondence  will  be  considered  as  being  timely  filed 
if: 

(i)  The  correspondence  is  mailed  or  transmitted  prior  to 
expiration  of  the  set  period  of  time  by  being: 


(A)  Addressed  as  set  out  in  §  2.190  and  deposited  with  the 
U.S.  Postal  Service  with  sufficient  postage  as  first  class  mail;  or 

(B)  Transmitted  by  facsimile  to  the  Office  in  accordance 
with  §  2.195(c);  and 

(ii)  The  correspondence  includes  a  certificate  for  each  piece 
of  correspondence  stating  the  date  of  deposit  or  transmission. 
The  person  signing  the  certificate  should  have  a  reasonable 
basis  to  expect  that  the  correspondence  would  be  mailed  or 
transmitted  on  or  before  the  date  indicated. 

(2)  The  procedure  described  in  paragraph  (a)(1)  of  this 
section  does  not  apply  to  the  filing  of  a  trademark  application. 

(b)  In  the  event  that  correspondence  is  considered  timely 
filed  by  being  mailed  or  transmitted  in  accordance  with 
paragraph  (a)  of  this  section,  but  not  received  in  the  Office,  and 
an  application  is  abandoned,  a  registration  is  cancelled  or 
expired,  or  a  proceeding  is  dismissed,  terminated,  or  decided 
with  prejudice,  the  correspondence  will  be  considered  timely  if 
the  party  who  forwarded  such  correspondence: 

(1)  Informs  the  Office  of  the  previous  mailing  or  transmis- 
sion of  the  correspondence  within  two  months  after  becoming 
aware  that  the  Office  has  no  evidence  of  receipt  of  the 
correspondence; 

(2)  Supplies  an  additional  copy  of  the  previously  mailed  or 
transmitted  correspondence  and  certificate;  and 

(3)  Includes  a  statement  that  attests  on  a  personal  knowledge 
basis  or  to  the  satisfaction  of  the  Director  to  the  previous 
timely  mailing  or  transmission.  If  the  correspondence  was  sent 
by  facsimile  transmission,  a  copy  of  the  sending  unit's  report 
confirming  transmission  may  be  used  to  support  this  statement. 

(c)  The  Office  may  require  additional  evidence  to  determine 
whether  the  correspondence  was  timely  filed. 

§  2.198  Filing  of  correspondence  by  "Express  Mail." 

(a)(1)  Except  for  documents  listed  in  paragraphs  (a)(l)(i) 
and  (ii)  of  this  section,  any  correspondence  received  by  the 
Office  that  was  delivered  by  the  "Express  Mail  Post  Office  to 
Addressee"  service  of  the  United  States  Postal  Service  (USPS) 
will  be  considered  filed  with  the  Office  on  the  date  of  deposit 
with  the  USPS.  The  Express  Mail  procedure  does  not  apply  to: 

(i)  Applications  for  registration  of  marks; 

(ii)  Amendments  to  allege  use  under  section  1(c)  of  the  Act; 

(iii)  Statements  of  use  under  section  1(d)  of  the  Act; 

(iv)  Requests  for  extension  of  time  to  file  a  statement  of  use 
under  section  1(d)  of  the  Act; 

(v)  Affidavits  of  continued  use  under  section  8  of  the  Act; 

(vi)  Renewal  requests  under  section  9  of  the  Act;  and 

(vii)  Requests  to  change  or  correct  addresses. 

(2)  The  date  of  deposit  with  USPS  is  shown  by  the  "date  in" 
on  the  "Express  Mail"  label  or  other  official  USPS  notation.  If 
the  USPS  deposit  date  cannot  be  determined,  the  correspon- 
dence will  be  accorded  the  date  of  receipt  in  the  Office  as  the 
filing  date. 

(b)  Correspondence  should  be  deposited  directly  with  an 
employee  of  the  USPS  to  ensure  that  the  person  depositing  the 
correspondence  receives  a  legible  copy  of  the  "Express  Mail" 
mailing  label  with  the  "date-in"  clearly  marked.  Persons 
dealing  indirectly  with  the  employees  of  the  USPS  (such  as  by 
deposit  in  an  "Express  Mail"  drop  box)  do  so  at  the  risk  of  not 
receiving  a  copy  of  the  "Express  Mail"  mailing  label  with  the 
desired  "date-in"  clearly  marked.  The  paper(s)  or  fee(s)  that 
constitute  the  correspondence  should  also  include  the  "Express 
Mail"  mailing  label  number  thereon.  See  paragraphs  (c),  (d) 
and  (e)  of  this  section. 

(c)  Any  person  filing  correspondence  under  this  section  that 
was  received  by  the  Office  and  delivered  by  the  "Express  Mail 
Post  Office  to  Addressee"  service  of  the  USPS,  who  can  show 
that  there  is  a  discrepancy  between  the  filing  date  accorded  by 
the  Office  to  the  correspondence  and  the  date  of  deposit  as 
shown  by  the  "date-in"  on  the  "Express  Mail"  mailing  label  or 
other  official  USPS  notation,  may  petition  the  Director  to 
accord  the  correspondence  a  filing  date  as  of  the  "date-in"  on 
the  "Express  Mail"  mailing  label  or  other  official  USPS 
notation,  provided  that: 

(1)  The  petition  is  filed  within  two  months  after  the  person 
becomes  aware  that  the  Office  has  accorded,  or  will  accord,  a 
filing  date  other  than  the  USPS  deposit  date; 

(2)  The  number  of  the  "Express  Mail"  mailing  label  was 
placed  on  the  paper(s)  or  fee(s)  that  constitute  the  correspon- 
dence prior  to  the  original  mailing;  and 

(3)  The  petition  includes  a  true  copy  of  the  "Express  Mail" 
mailing  label  showing  the  "date-in,"  and  of  any  other  official 
notation  by  the  USPS  relied  upon  to  show  the  date  of  deposit. 
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(d)  Any  person  filing  correspondence  under  this  section  that 
was  received  by  the  Office  and  delivered  by  the  "Express  Mail 
Post  Office  to  Addressee"  service  of  the  USPS,  who  can  show 
that  the  "date-in"  on  the  "Express  Mail"  mailing  label  or  other 
official  notation  entered  by  the  USPS  was  incorrectly  entered 
or  omitted  by  the  USPS,  may  petition  the  Director  to  accord 
the  correspondence  a  filing  date  as  of  the  date  the  correspon- 
dence is  shown  to  have  been  deposited  with  the  USPS, 
provided  that: 

(1)  The  petition  is  filed  within  two  months  after  the  person 
becomes  aware  that  the  Office  has  accorded,  or  will  accord,  a 
filing  date  based  upon  an  incorrect  entry  by  the  USPS; 

(2)  The  number  of  the  "Express  Mail"  mailing  label  was 
placed  on  the  paper(s)  or  fee(s)  prior  to  the  original  mailing; 
and 

(3)  The  petition  includes  a  showing  that  estabhshes,  to  the 
satisfaction  of  the  Director,  that  the  correspondence  was 
deposited  in  the  "Express  Mail  Post  Office  to  Addressee" 
service  prior  to  the  last  scheduled  pickup  on  the  requested 
filing  date.  Any  showing  pursuant  to  this  paragraph  must  be 
corroborated  by  evidence  from  the  USPS  or  evidence  that 
came  into  being  within  one  business  day  after  the  deposit  of 
the  correspondence  in  the  "Express  Mail  Post  Office  to 
Addressee"  service  of  the  USPS. 

(e)  If  correspondence  is  properly  addressed  to  the  Office 
pursuant  to  §  2.190  and  deposited  with  sufficient  postage  in  the 
"Express  Mail  Post  Office  to  Addressee"  service  of  the  USPS, 
but  not  received  by  the  Office,  the  party  who  mailed  the 
correspondence  may  petition  the  Director  to  consider  such 
correspondence  filed  in  the  Office  on  the  USPS  deposit  date, 
provided  that: 

(1)  The  petition  is  filed  within  two  months  after  the  person 
becomes  aware  that  the  Office  has  no  evidence  of  receipt  of  the 
correspondence; 

(2)  The  number  of  the  "Express  Mail"  maiUng  label  was 
placed  on  the  paper(s)  or  fee(s)  prior  to  the  original  mailing; 

(3)  The  petition  includes  a  copy  of  the  originally  deposited 
paper(s)  or  fee(s)  showing  the  number  of  the  "Express  Mail" 
mailing  label  thereon,  a  copy  of  any  returned  postcard  receipt, 
a  copy  of  the  "Express  Mail"  mailing  label  showing  the 
"date-in,"  a  copy  of  any  other  official  notation  by  the  USPS 
relied  upon  to  show  the  date  of  deposit,  and,  if  the  requested 
filing  date  is  a  date  other  than  the  "date-in"  on  the  "Express 
Mail"  mailing  label  or  other  official  notation  entered  by  the 
USPS,  a  showing  pursuant  to  paragraph  (d)(3)  of  this  section 
that  the  correspondence  was  deposited  in  the  "Express  Mail 
Post  Office  to  Addressee"  service  prior  to  the  last  scheduled 
pickup  on  the  requested  filing  date;  and 

(4)  The  petition  includes  a  statement  that  estabhshes,  to  the 
satisfaction  of  the  Director,  the  original  deposit  of  the  corre- 
spondence and  that  the  copies  of  the  correspondence,  the  copy 
of  the  "Express  Mail"  mailing  label,  the  copy  of  any  returned 
postcard  receipt,  and  any  official  notation  entered  by  the  USPS 
are  true  copies  of  the  originally  mailed  correspondence, 
original  "Express  Mail"  mailing  label,  returned  postcard  re- 
ceipt, and  official  notation  entered  by  the  USPS. 

(f)  The  Office  may  require  additional  evidence  to  determine 
whether  the  correspondence  was  deposited  as  "Express  Mail" 
with  the  USPS  on  the  date  in  question. 

•  19.  Add  a  new  center  heading  and  §§2.200  and  2.201  to  read 
as  follows: 

Trademark  Records  and  Files  of  the  Patent  and  Trade- 
mark Office 

§  2.200  Assignment  records  open  to  public  inspection. 

(a)(1)  Separate  assignment  records  are  maintained  in  the 
Office  for  patents  and  trademarks.  The  assignment  records 
relating  to  trademark  applications  and  registrations  (for  assign- 
ments recorded  on  or  after  January  1,  1955)  are  open  to  public 
inspection  at  the  Office,  and  copies  of  those  assignment  records 
may  be  obtained  upon  request  and  payment  of  the  fee  set  forth 
in  §  2.6  of  this  chapter. 

(2)  All  records  of  trademark  assignments  recorded  before 
January  1,  1955,  are  maintained  by  the  National  Archives  and 
Records  Administration  (NARA).  The  records  are  open  to 
public  inspection.  Certified  and  uncertified  copies  of  those 
assignment  records  are  provided  by  NARA  upon  request  and 
payment  of  the  fees  required  by  NARA. 

(b)  An  order  for  a  copy  of  an  assignment  or  other  document 
should  identify  the  reel  and  frame  number  where  the  assign- 
ment or  document  is  recorded.  If  a  document  is  identified 


without  specifying  its  correct  reel  and  frame,  an  extra  charge  as 
set  forth  in  §  2.6(b)(10)  will  be  made  for  the  time  consumed  in 
making  a  search  for  such  assignment. 

§  2.201  Copies  and  certified  copies. 

(a)  Non-certified  copies  of  trademark  registrations  and  of 
any  trademark  records  or  trademark  documents  within  the 
jurisdiction  of  the  Office  and  open  to  the  public,  will  be 
furnished  by  the  Office  to  any  person  entitled  thereto,  upon 
payment  of  the  appropriate  fee  required  by  §  2.6. 

(b)  Certified  copies  of  trademark  registrations  and  of  any 
trademark  records  or  trademark  documents  within  the  jurisdic- 
tion of  the  Office  and  open  to  the  public  will  be  authenticated 
by  the  seal  of  the  Office  and  certified  by  the  Director,  or  in  his 
or  her  name  attested  by  an  officer  of  the  Office  authorized  by 
the  Director,  upon  payment  of  the  fee  required  by  §  2.6. 

•  20.  Add  a  new  center  heading  and  §§2.206  through  2.209  to 
read  as  follows: 

Fees  and  Payment  of  Money  in  Trademark  Cases 

§  2.206  Trademark  fees  payable  in  advance. 

(a)  Trademark  fees  and  charges  payable  to  the  Office  are 
required  to  be  paid  in  advance;  that  is,  at  the  time  of  requesting 
any  action  by  the  Office  for  which  a  fee  or  charge  is  payable. 

(b)  All  fees  paid  to  the  Office  must  be  itemized  in  each 
individual  trademark  application  or  registration  file,  or  trade- 
mark proceeding,  so  that  the  purpose  for  which  the  fees  are 
paid  is  clear.  The  Office  may  return  fees  that  are  not  itemized 
as  required  by  this  paragraph. 

§  2.207  Methods  of  payment. 

(a)  All  payments  of  money  required  in  trademark  cases, 
including  fees  for  the  processing  of  international  trademark 
applications  and  registrations  that  are  paid  through  the  Office, 
shall  be  made  in  U.S.  dollars  and  in  the  form  of  a  cashier's  or 
certified  check.  Treasury  note,  national  bank  note,  or  United 
States  Postal  Service  money  order.  If  sent  in  any  other  form, 
the  Office  may  delay  or  cancel  the  credit  until  collection  is 
made.  Checks  and  money  orders  must  be  made  payable  to  the 
Director  of  the  United  States  Patent  and  Trademark  Office. 
(Checks  made  payable  to  the  Commissioner  of  Patents  and 
Trademarks  will  continue  to  be  accepted.)  Payments  from 
foreign  countries  must  be  payable  and  immediately  negotiable 
in  the  United  States  for  the  full  amount  of  the  fee  required. 
Money  sent  to  the  Office  by  mail  will  be  at  the  risk  of  the 
sender,  and  letters  containing  money  should  be  registered  with 
the  United  States  Postal  Service. 

(b)  Payments  of  money  required  for  trademark  fees  may  also 
be  made  by  credit  card.  Payment  of  a  fee  by  credit  card  must 
specify  the  amount  to  be  charged  to  the  credit  card  and  such 
other  information  as  is  necessary  to  process  the  charge,  and  is 
subject  to  collection  of  the  fee.  The  Office  will  not  accept  a 
general  authorization  to  charge  fees  to  a  credit  card.  If  credit 
card  information  is  provided  on  a  form  or  document  other  than 
a  form  provided  by  the  Office  for  the  payment  of  fees  by  credit 
card,  the  Office  will  not  be  liable  if  the  credit  card  number 
becomes  public  knowledge. 

§  2.208  Deposit  accounts. 

(a)  For  the  convenience  of  attorneys,  and  the  general  public 
in  paying  any  fees  due,  in  ordering  copies  of  records,  or 
services  offered  by  the  Office,  deposit  accounts  may  be 
established  in  the  Office  upon  payment  of  the  fee  for  estab- 
hshing  a  deposit  account  (§  2.6(b)(13)).  A  minimum  deposit  of 
$  1 ,000  is  required  for  paying  any  fees  due  or  in  ordering  any 
services  offered  by  the  Office.  The  Office  will  issue  a  deposit 
account  statement  at  the  end  of  each  month.  A  remittance  must 
be  made  promptly  upon  receipt  of  the  statement  to  cover  the 
value  of  items  or  services  charged  to  the  account  and  thus 
restore  the  account  to  its  established  normal  deposit.  An 
amount  sufficient  to  cover  all  fees,  copies,  or  services  re- 
quested must  always  be  on  deposit.  Charges  to  accounts  with 
insufficient  funds  will  not  be  accepted.  A  service  charge  (§ 
2.6(b)(l3))  will  be  assessed  for  each  month  that  the  balance  at 
the  end  of  the  month  is  below  $1,000. 

(b)  A  general  authorization  to  charge  all  fees,  or  only  certain 
fees  to  a  deposit  account  containing  sufficient  funds  may  be 
filed  in  an  individual  application,  either  for  the  entire  pendency 
of  the  application  or  with  respect  to  a  particular  document 
filed.  An  authorization  to  charge  a  fee  to  a  deposit  account  will 
not  be  considered  payment  of  the  fee  on  the  date  the  authori- 
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zation  to  charge  the  fee  is  effective  as  to  the  particular  fee  to  be 
charged  unless  sufficient  funds  are  present  in  the  account  to 
cover  the  fee. 

(c)  A  deposit  account  holder  may  replenish  the  deposit 
account  by  submitting  a  payment  to  the  Office.  A  payment  to 
replenish  a  deposit  account  must  be  submitted  by  one  of  the 
methods  set  forth  in  paragraphs  (c)(1),  (c)(2),  (c)(3),  or  (c)(4) 
of  this  section. 

(1)  A  payment  to  replenish  a  deposit  account  may  be 
submitted  by  electronic  funds  transfer  through  the  Federal 
Reserve  Fedwire  System,  which  requires  that  the  following 
information  be  provided  to  the  deposit  account  holder's  bank 
or  financial  institution: 

(i)  Name  of  the  Bank,  which  is  Treas  NYC  (Treasury  New 
York  City); 

(ii)  Bank  Routing  Code,  which  is  021030004; 

(iii)  United  States  Patent  and  Trademark  Office  account 
number  with  the  Department  of  the  Treasury,  which  is 
13100001;  and 

(iv)  The  deposit  account  holder's  company  name  and 
deposit  account  number. 

(2)  A  payment  to  replenish  a  deposit  account  may  be 
submitted  by 

credit  card  or  electronic  funds  transfer  over  the  Office's 
Internet    Web    site    (http://frwebgate.access.gpo.gov/cgi-bin/ 
leaving. cgi?from=leavingFR.html&log=linklog&to=http:// 
www.uspto.gov). 

(3)  A  payment  to  replenish  a  deposit  account  may  be 
submitted  by  mail  with  the  USPS  to:  Director  of  the  United 
States  Patent  and  Trademark  Office,  P.O.  Box  70541,  Chicago, 
Illinois  60673. 

(4)  A  payment  to  replenish  a  deposit  account  may  be 
submitted  by  mail  with  a  private  delivery  service  or  hand- 
carrying  the  payment  to:  Director  of  the  United  States  Patent 
and  Trademark  Office,  Deposit  Accounts,  One  Crystal  Park, 
Suite  307,  2011  Crystal  Drive,  Arlington,  Virginia  22202. 

§  2.209  Refunds. 

(a)  The  Director  may  refund  any  fee  paid  by  mistake  or  in 
excess  of  that  required.  A  change  of  purpose  after  the  payment 
of  a  fee,  such  as  when  a  party  desires  to  withdraw  a  trademark 
application,  appeal  or  other  trademark  filing  for  which  a  fee 
was  paid,  will  not  entitle  a  party  to  a  refund  of  such  fee.  The 
Office  will  not  refund  amounts  of  twenty-five  dollars  or  less 
unless  a  refund  is  specifically  requested,  and  will  not  notify  the 
payor  of  such  amounts.  If  a  party  paying  a  fee  or  requesting  a 
refund  does  not  provide  the  banking  information  necessary  for 
making  refunds  by  electronic  funds  transfer  (31  U.S.C.  3332 
and  3 1  CFR  part  208),  or  instruct  the  Office  that  refunds  are  to 
be  credited  to  a  deposit  account,  the  Director  may  require  such 
information,  or  use  the  banking  information  on  the  payment 
instrument  to  make  a  refund.  Any  refund  of  a  fee  paid  by  credit 
card  will  be  by  a  credit  to  the  credit  card  account  to  which  the 
fee  was  charged. 

(b)  Any  request  for  refund  must  be  filed  within  two  years 
from  the  date  the  fee  was  paid,  except  as  otherwise  provided  in 
this  paragraph.  If  the  Office  charges  a  deposit  account  by  an 
amount  other  than  an  amount  specifically  indicated  in  an 
authorization  (§  2.208(b)),  any  request  for  refund  based  upon 
such  charge  must  be  filed  within  two  years  from  the  date  of  the 
deposit  account  statement  indicating  such  charge,  and  include 
a  copy  of  that  deposit  account  statement.  The  time  periods  set 
forth  in  this  paragraph  are  not  extendable. 


August  5,  2003 


JON  W.  DUDAS 

Deputy  Under  Secretary  of 

Commerce  for  Intellectual  Property 

and  Deputy  Director  of  the 
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[Docket  No.:  2003-P-Oll] 

Correspondence  With  the 
United  States  Patent  and  Trademark  OfBce 

AGENCY:  United  States  Patent  and  Trademark  Office, 
Commerce. 


ACTION:  Final  rule;  correction. 

SUMMARY:  The  United  States  Patent  and  Trademark  Office 
(Office)  published  in  the  Federal  Register  of  March  25,  2003 
(68  FR  14332)  a  final  rule  revising  the  rules  of  practice  to 
change  the  mailing  address  for  certain  correspondence  with  the 
Office,  and  to  change  the  titles  of  certain  Office  officials.  This 
document  corrects  an  error  in  the  zip  code  set  forth  in  the 
address  for  mailing  trademark-related  correspondence. 

EFFECTIVE  DATE:  Effective  on  May  1,  2003. 

FOR  FURTHER  INFORMATION  CONTACT:  Mary  Han 
non.  Office  of  the  Commissioner  for  Trademarks,  by  telephone 
at  (703)  308-8910,  ext.  137;  by  e-mail  to 
mary.hannon @ uspto. gov :  by  facsimile  transmission  addressed 
to  her  at  (703)  872-9280;  or  by  mail  marked  to  her  attention 
and  addressed  to  Commissioner  for  Trademarks,  2900  Crystal 
Drive,  Arlington,  Virginia  22202-3514. 

SUPPLEMENTARY  INFORMATION:  The  Office  pub- 
lished in  the  Federal  Register  of  March  25,  2003  (68  FR 
14332)  a  final  rule  that  changed  the  mailing  address  for  certain 
correspondence  with  the  Office.  This  document  amends  § 
1.1(a)(2)  to  correct  the  zip  code  in  the  address  for  mailing 
trademark-related  documents  (other  than  documents  sent  to  the 
Assignment  Services  Division  for  recordation  and  requests  for 
copies  of  trademark  documents).  Specifically,  37  CFR 
1.1(a)(2)  is  amended  to  refer  to  "22202-3514"  rather  than 
"22202-3513." 

In  FR  Doc.  03-6971,  published  on  March  25,  2003  (68  FR 
14332),  make  the  following  correction. 

PART  37— [Corrected] 

§  1.1  [Corrected]. 

1.  On  page  14335,  in  the  third  column,  in  Sec.  1.1(a)(2),  line 
10,  correct  "22202-3513"  to  read  "22202-3514." 


April  15,  2003 


LYNNE  G.  BERESFORD 

Deputy  Commissioner  for 
Trademark  Examination  Policy 
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Changes  in  Procedures  for  Filing 
Trademark  Documents  By  Express  Mail 


Effective  June  24,  2002,  37  CFR.  §1.1 0(a)  has  been 
amended.  The  Express  Mail  procedure  provided  in  37  CFR. 
§1.10  no  longer  applies  to  the  following  trademark  documents: 

•  Trademark/Service  Mark  Application  under  §1  or  §44  of 
the  Trademark  Act,  15  U.S.C  §1051  or  §1126 

•  Statement  of  Use  under  §l(d)  of  the  Trademark  Act,  15 
U.S.C.  §1051(d) 

•  Amendment  to  Allege  Use  under  l§(c)  of  the  Trademark 
Act,  15  U.S.C.  §1051(c) 

•  Request  for  Extension  of  Time  to  File  a  Statement  of  Use 
under  §l(d)  of  the  Trademark  Act,  15  U.S.C.  §1051(d) 

•  Affidavit  or  Declaration  of  Continued  Use  under  Section  8 
of  the  Trademark  Act,  15  U.S.C.  §1058 

•  Renewal  Request  under  Section  9  of  the  Trademark  Act,  15 
U.S.C  §1059 

•  Combined  Filing  under  Sections  8  and  9  of  the  Trademark 
Act,  15  U.S.C.  §§1058  and  1059 

•  Combined  Affidavit  or  Declaration  under  Sections  8  and  15 
of  the  Trademark  Act,  15  U.S.C.  §§1058  and  1065 

•  Request  to  Change  or  Correct  Address 
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If  the  documents  listed  above  are  filed  by  Express  Mail,  they 
will  receive  a  filing  date  as  of  the  date  of  receipt  in  the  Office 
and  not  the  date  of  deposit  with  the  United  States  Postal 
Service.  See  notice  at  67  Fed.  Reg.  36099  (May  23,  2002), 
available  at  http://www.uspto.gov/web/of5ces/com/sol/no- 
tices/expmailrule2.pdf. 


June  6,  2002 


ANNE  H.  CHASSER 
Commissioner  for  Trademarks 
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DEPARTMENT  OF  COMMERCE 

Patent  and  Trademark  OfBce 

37  CFR  Part  1 

RIN  0651-AB31 


Amendment  of  Rule  Regarding  Filing  of  Trademark 
Correspondence  via  "Express  Mail" 

AGENCY:  Patent  and  Trademark  Office,  Commerce. 

ACTION:  Final  Rule. 

SUMMARY:  The  United  States  Patent  and  Trademark  Office 
(USPTO)  is  amending  its  rules  to  provide  that  certain  trade- 
mark documents  sent  by  United  States  Postal  Service  (USPS) 
"Express  Mail  Post  Office  to  Addressee"  service  (Express 
Mail)  will  no  longer  be  considered  to  have  been  filed  with  the 
USPTO  on  the  date  of  deposit  with  the  United  States  Postal 
Ser\'ice,  but  will  be  deemed  to  have  been  filed  on  the  date  of 
receipt  in  the  USPTO.  This  amendment  will  not  apply  to 
documents  filed  with  the  Trademark  Trial  and  Appeal  Board 
(TTAB)  and  the  Assignment  Branch. 

DATE:  Effective  Date:  June  24,  2002. 

FOR  FURTHER  INFORMATION  CONTACT:  Craig  Mor 
ris,  Office  of  the  Commissioner  for  Trademarks,  (703)  308- 
8910,  extension  136,  or  e-mail  questions  to 
tmexpressmail@uspto.gov. 

SUPPLEMENTARY  INFORMATION:  A  Notice  of  Pro 
posed  Rulemaking  was  published  in  the  Federal  Register  (66 
FR  45792)  on  August  30,  2001.  That  notice  proposed  to  amend 
rule  1.10,  37  CFR  §  1.10,  concerning  the  use  of  USPS  Express 
Mail  to  eliminate  the  fifing  of  any  document  by  Express  Mail 
for  which  an  electronic  form  is  currently  available  in  Trade- 
mark Electronic  Application  System  (TEAS)  and  included 
proposals  to  amend  other  rules.  The  present  notice  pertains 
solely  to  the  proposal  regarding  §  1.10. 

Written  comments  regarding  the  proposal  to  amend  Section 
1.10  were  submitted  by  one  individual,  eight  law  firms,  and 
one  organization. 

EflFect  of  Mailing  Correspondence  via  "Express  Mail" 

Section  1.10  provides  that,  if  the  requirements  of  the  rule  are 
met,  any  correspondence  dehvered  to  the  USPTO  by  USPS 
Express  Mail  will  be  considered  to  have  been  filed  with  the 
USPTO  on  the  date  of  deposit  with  the  USPS.  Section  1.10  is 
amended  to  provide  that  if  an  electronic  form  is  available  in 
TEAS,  but  the  applicant  files  a  paper  document,  the  filing  date 
of  the  document  will  be  the  date  of  receipt  in  the  USPTO,  even 
if  such  document  is  dehvered  by  Express  Mail. 

Comment:  Two  comments  suggested  that  receipts  issued  by 
the  USPS  in  connection  with  Express  Mail  submissions 
provide  assurance  that  a  document  was  filed  at  a  particular 
time,  and  that  the  TEAS  system  cannot  provide  such  assurance. 

Response:  TEAS  provides  filers  with  an  assurance  that  the 
document  submitted  was  received  by  the  USPTO.  Within 
seconds  of  completion  of  the  fifing  process,  the  following 
message  appears  on  the  user's  screen:  "Success!  We  have 
received  your  application  and  assigned  the  following  serial 
number  78/ ..."  (or  if  not  an  initial  appHcation,  then  wording 
appropriate  for  the  particular  filing  submitted).  Filers  can  print 
and  retain  copies  of  this  message.  If  the  message  does  not 


appear  within  seconds,  then  the  filing  was  not  completed 
successfully.  Hence,  there  is  never  any  doubt  as  to  whether  a 
document  was  transmitted  successfully. 

Additionally,  the  USPTO  provides  e-mail  acknowledgments 
as  a  follow-up  courtesy.  If,  for  whatever  reason,  a  filer  does  not 
receive  this  acknowledgment,  the  filer  may  request  that  the 
acknowledgment  be  re-sent,  so  long  as  the  filer  has  received 
the  "success"  message  referred  to  above. 

Comment:  One  comment  suggested  that  Section  1.10 
should  be  amended  to  provide  that  correspondence  deposited 
as  Express  Mail  should  be  considered  to  have  been  filed  with 
the  USPTO  on  the  date  of  deposit  with  the  USPS  even  if  a 
TEAS  form  exists  for  transmitting  that  correspondence  elec- 
tronically, provided  that  the  filer  pays  a  surcharge. 

Response:  TEAS  provides  the  same  benefit  provided  by  use 
of  Express  Mail  under  current  §  1.10.  A  TEAS  filer  is  assured 
that  the  document  is  received  by  the  USPTO,  and  that  the  filing 
date  of  a  document  is  the  date  the  USPTO  receives  the 
transmitted  document,  provided  that  all  requirements  for 
accordance  of  a  filing  date  are  met.  It  is  therefore  unnecessary 
to  continue  to  treat  the  date  of  deposit  as  Express  Mail  as  the 
filing  date;  moreover,  filing  through  TEAS  will  save  appUcants 
Express  Mail  fees. 

Comment:  One  comment  suggested  that  where  correspon- 
dence includes  specimens  that  cannot  be  easily  scanned,  the 
USPTO  should  continue  to  allow  fifing  under  §  1.10. 

Response:  The  USPTO  believes  that  scanning  should  be 
feasible  in  almost  all  circumstances.  Low  range  scanners  and 
digital  cameras  are  relatively  inexpensive.  The  quality  of  these 
scanners  and  cameras  is  sufficient  for  capturing  an  image  that 
is  acceptable  for  examination  purposes. 

Comment:  In  addition  to  the  proposal  to  amend  §  1.10,  the 
Notice  of  Proposed  Rulemaking  published  in  the  Federal 
Register  (66  FR  45792)  on  August  30,  2001,  also  proposed 
amendments  that  are  not  addressed  in  the  present  Final  Rule. 
These  proposals  were  to  amend  various  sections  of  37  CFR  to 
require  mandatory  use  of  TEAS  forms,  unless  either:  (1)  The 
pro  se  applicant  or  registrant,  or  an  attorney  for  the  applicant  or 
registrant,  verifies  that  he  or  she  lacks  access  to  TEAS  or  the 
technical  capability  to  use  TEAS;  or  (2)  the  applicant  or 
registrant  is  a  person  described  in  15  U.S.C.  1126(b).  One 
comment  suggested  that  applications  mailed  via  Express  Mail 
should  be  considered  to  have  been  filed  on  the  date  of  deposit, 
if  the  applicant  falls  within  one  of  the  proposed  exceptions  to 
the  proposed  requirement  that  TEAS  must  be  used  in  all  cases. 
Another  comment  asked  whether  that  was  the  intended  result 
of  the  proposed  amendment  to  Section  1.10,  and  suggested 
that,  if  so,  the  language  of  §  1.10  should  be  amended  to  so 
state. 

Response:  The  USPTO  believes  that  it  is  unnecessary  to 
amend  §  1.10  to  provide  that  correspondence  mailed  by 
Express  Mail  should  be  considered  to  have  been  filed  in  the 
USPTO  on  the  date  of  deposit  with  the  USPS,  in  cases  where 
the  filer  would  be  within  one  of  the  proposed  exceptions  to  the 
proposed  rule  that  TEAS  be  utilized  in  all  cases.  The  USPTO 
believes  that  it  can  best  meet  the  needs  of  its  filers  by 
encouraging  the  widespread  use  of  TEAS.  Hence,  the  USPTO 
wishes  to  provide  all  filers  with  incentive  to  use  TEAS, 
including  those  filers  who  are  persons  described  in  15  U.S.C. 
1126(b).  Additionally,  the  USPTO  believes  that  a  very  small 
number  of  filers  will  lack  access  to  TEAS  or  the  capability  to 
use  TEAS.  Even  if  a  filer's  computer  system  becomes  tempo- 
rarily unavailable  due  to  technical  problems,  most  filers  can 
utilize  alternative  systems,  such  as  ones  maintained  by  com- 
mercial vendors.  It  would  be  impractical  to  create  an  exception 
to  the  Express  Mail  rule  that  would  cover  only  a  small  number 
of  filers. 

Comment:  One  comment  suggested  that  computer  viruses 
may  at  times  render  the  Internet,  and  hence  TEAS,  unavailable. 
The  comment  maintains  that  there  should  be  an  exception  for 
these  circumstances.  The  comment  suggested  that  if  use  of 
Express  Mail  no  longer  resulted  in  the  date  of  mailing  being 
treated  as  the  date  of  filing,  then  these  filers  may  not  be  able  to 
submit  correspondence  in  time  to  meet  certain  fifing  deadlines. 
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Response:  The  USPTO  believes  that  filers  can  avoid  the 
effects  of  emergencies  such  as  computer  viruses  by  making  it 
a  practice  not  to  defer  TEAS  filings  until  the  last  possible  hour. 
The  USPTO  also  believes  that  if  a  filer  experiences  a  computer 
problem,  alternatives  are  available  such  as  the  computer 
services  offered  by  the  Patent  and  Trademark  Depository 
Libraries  and  commercial  vendors. 

If  the  USPTO' s  TEAS  or  the  Revenue  Accounting  and 
Management  (RAM)  server  is  unavailable,  the  applicant  or 
registrant  can  file  a  petition  under  Trademark  Rule 
2.146(a)(3)(5),  37  CFR  §  2.146(a)(5),  requesting  that  its 
submission  be  deemed  to  have  been  filed  on  the  day  that  it 
attempted  to  use  TEAS.  The  petition  should  include  an 
explanation  of  the  petitioner's  efforts  to  file  using  TEAS,  any 
relevant  evidence  of  such  efforts,  and  a  statement  that  accord- 
ing to  the  petitioner's  knowledge  TEAS  was  unavailable.  The 
petition  should  be  filed  within  two  business  days  of  the 
attempt(s)  to  file  a  document  using  TEAS.  The  USPTO  is 
closely  monitoring  the  operation  of  the  TEAS  and  RAM 
servers  and  will  routinely  grant  petitions  in  the  instances  where 
either  of  these  USPTO  servers  are  down. 

Comment:  One  comment  asked  whether  a  TEAS  applica- 
tion that  does  not  identify  a  filing  basis  and/or  is  unsigned 
would  be  accepted.  This  comment  suggested  that  if  such 
applications  are  not  accepted  by  TEAS,  and  if  use  of  TEAS  is 
made  mandatory  in  most  cases,  then  filers  who  wish  to  file 
such  applications  should  be  allowed  to  do  so  using  paper.  This 
comment  further  suggested  that  in  such  cases,  these  paper 
filings,  if  mailed  by  Express  Mail,  should  be  considered  filed 
on  the  date  of  deposit  as  Express  Mail. 

Response:  There  is  no  need  to  provide  an  exception  for 
these  applications  since  TEAS  accepts  both  submissions  that 
are  unsigned  and  submissions  that  do  not  identify  a  filing  basis. 

Comment:  One  comment  stated  that  converting  from  one 
system  to  another  always  entails  costs,  and  that  users  whose 
filing  systems  use  Express  Mail  would  therefore  incur  costs  if 
the  benefits  of  Express  Mail  were  no  longer  available. 

Response:  Those  who  use  TEAS  instead  of  Express  Mail 
will  save  the  cost  of  using  Express  Mail.  Of  course,  filers  may 
continue  to  use  Express  Mail  if  they  wish  to  do  so.  The  date  of 
receipt  of  such  mail  will  be  its  actual  date  of  receipt  in  the 
USPTO. 

Rulemaking  Requirements 

The  USPTO  has  determined  that  the  rule  change  has  no 
federalism  implications  affecting  the  relationship  between  the 
National  Government  and  the  State  as  oudined  in  Executive 
Order  12612. 

The  Chief  Counsel  for  Regulation  of  the  Department  of 
Commerce  has  certified  to  the  Chief  Counsel  for  Advocacy  of 
the  Small  Business  Administration,  that  the  rule  changes  will 
not  have  a  significant  impact  on  a  substantial  number  of  small 
entities  (Regulatory  Flexibility  Act,  5  U.S.C.  605(b)). 

The  rule  change  is  in  conformity  with  the  requirements  of 
the  Regulatory  Flexibility  Act  (5  U.S.C.  601  et  seq.),  Executive 
Order  12612,  and  the  Paperwork  Reduction  Act  of  1995  (PRA) 
(44  U.S.C.  3501  et  seq.).  The  comments  received  did  not 
establish  that  the  rule  would  have  a  significant  impact  under 
the  Regulatory  Flexibility  Act.  The  changes  have  been  deter- 
mined to  be  not  significant  for  purposes  of  Executive  Order 
12866. 

Notwithstanding  any  other  provision  of  law,  no  person  is 
required  to  nor  shall  a  person  be  subject  to  a  penalty  for  failure 
to  comply  with  a  collection  of  information  subject  to  the 
requirements  of  the  PRA  unless  that  collection  of  information 
displays  a  currently  valid  OMB  control  number. 

This  final  rule  contains  collections  of  information  require- 
ments that  have  been  approved  by  OMB  under  OMB  Control 
Number  0651-0009.  The  public  reporting  burden  for  this 
collection  of  information  is  estimated  to  average  as  follows: 
Seventeen  minutes  for  applications  to  obtain  registrations 
based  on  an  intent  to  use  the  mark  under  15  U.S.C.  1051(b),  if 
completed  using  paper  forms;  fifteen  minutes  for  applications 
based  on  15  U.S.C.  1051(b),  if  completed  using  electronic 
forms;  twenty-three  minutes  for  applications  to  obtain  regis- 
trations based  on  use  of  the  mark  in  commerce  under  15  U.S.C. 
1051(a),  if  completed  using  paper  forms;  twenty-one  minutes 
for  applications  to  obtain  registrations  based  on  15  U.S.C. 
1051(a),  if  completed  using  electronic  forms;  twenty  minutes 


for  applications  to  obtain  registrations  based  on  an  earlier-filed 
foreign  application  under  15  U.S.C.  1126(d),  if  completed 
using  paper  forms;  nineteen  minutes  for  applications  to  obtain 
registrations  based  on  15  U.S.C.  1126(d),  if  completed  using 
electronic  forms;  twenty  minutes  for  apphcations  to  obtain 
registrations  based  on  registration  of  a  mark  in  a  foreign 
applicant's  country  of  origin  under  15  U.S.C.  1126(e),  if 
completed  using  paper  forms;  eighteen  minutes  for  applica- 
tions to  obtain  registrations  based  on  15  U.S.C.  1126(e),  if 
completed  using  electronic  forms;  thirteen  minutes  for  allega- 
tions of  use  of  the  mark  under  §§  2.76  and  2.88  if  completed 
using  paper  forms;  twelve  minutes  for  allegations  of  use  under 
§§  2.76  and  2.88  if  completed  using  electronic  forms;  ten 
minutes  for  requests  for  extensions  of  time  to  file  statements  of 
use  under  §  2.89  if  completed  using  paper  forms;  nine  minutes 
for  requests  for  extensions  of  time  to  file  statements  of  use  if 
completed  using  electronic  forms;  eleven  minutes  for  Section 
8  affidavits  if  completed  using  paper  forms;  ten  minutes  for 
Section  8  affidavits  if  completed  using  electronic  forms; 
fourteen  minutes  for  combined  Sections  8  and  9  filings  if 
completed  using  paper  forms;  thirteen  minutes  for  combined 
Sections  8  and  9  filings  if  completed  using  electronic  forms; 
fourteen  minutes  for  combined  Sections  8  and  15  affidavits  if 
completed  using  paper  forms;  thirteen  minutes  for  combined 
Sections  8  and  15  affidavits  if  completed  using  electronic 
forms;  eleven  minutes  for  Section  15  affidavits  if  completed 
using  paper  forms;  and  ten  minutes  for  Section  15  affidavits  if 
completed  using  electronic  forms.  These  time  estimates  in- 
clude the  time  for  reviewing  instructions,  searching  existing 
data  sources,  gathering  and  maintaining  the  data  needed,  and 
completing  and  reviewing  the  collection  of  information.  Com- 
ments are  invited  on:  (1)  Whether  the  collection  of  information 
is  necessary  for  proper  performance  of  the  functions  of  the 
agency;  (2)  the  accuracy  of  the  agency's  estimate  of  the 
burden;  (3)  ways  to  enhance  the  quality,  utility,  and  clarity  of 
the  information  to  be  collected;  and  (4)  ways  to  minimize  the 
burden  of  the  collection  of  information  to  respondents.  Send 
comments  regarding  this  burden  estimate,  or  any  other  aspect 
of  this  data  collection,  including  suggestions  for  reducing  the 
burden,  to  the  Commissioner  for  Trademarks,  2900  Crystal 
Drive,  Arlington,  VA  22202-3513  (Attn:  Ari  Leifman),  and  to 
the  Office  of  Information  and  Regulatory  Affairs,  OMB,  725 
17th  Street,  NW.,  Washington,  DC  20503  (Attn:  PTO  Desk 
Officer). 

List  of  Subjects  in  37  CFR  Part  1 

Administrative  practice  and  procedure,  Patents. 

For  the  reasons  given  in  the  preamble  and  under  the 
authority  contained  in  35  U.S.C.  §  2  and  15  U.S.C.  §  1123,  as 
amended,  the  Patent  and  Trademark  Office  is  amending  part  1 
of  title  37  as  follows: 

PART  1— RULES  OF  PRACTICE  IN  PATENT  CASES 

1.  The  authority  citation  for  part  1  continues  to  read  as 
follows: 

Authority:  35  U.S.C.  §  2,  unless  otherwise  noted. 

2.  Revise  §  1.10(a)  to  read  as  follows: 

§  1.10  Filing  of  correspondence  by  "Express  Mail." 

(a)(1)  Any  correspondence  received  by  the  U.S.  Patent  and 
Trademark  Office  (USPTO)  that  was  delivered  by  the  "Express 
Mail  Post  Office  to  Addressee"  service  of  the  United  States 
Postal  Service  (USPS)  will  be  considered  filed  with  the 
USPTO  on  the  date  of  deposit  with  the  USPS,  except  for 
documents  described  in  the  following  paragraphs  (a)(l)(i)  and 
(ii)  of  this  section: 

(i)  Trademark  applications  filed  under  section  1  or  44  of  the 
Trademark  Act,  15  U.S.C.  §§  1051  and  1126. 

(ii)  Other  documents  for  which  a  Trademark  Electronic 
Application  System  (TEAS)  form  exists: 

(A)  Amendment  to  allege  use  under  section  1(c)  of  the 
Trademark  Act,  15  U.S.C.  §  1051(c); 

(B)  Statement  of  use  under  section  1(d)  of  the  Trademark 
Act,  15  U.S.C.  §  1051(d); 
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(C)  Request  for  extension  of  time  to  file  a  statement  of  use 
under  section  1(d)  of  the  Trademark  Act,  15  U.S.C.  §  1051(d); 

(D)  Affidavit  of  continued  use  under  section  8  of  the 
Trademark  Act,  15  U.S.C.  §  1058; 

(E)  Renewal  request  under  section  9  of  the  Trademark  Act, 
15  U.S.C.  §  1059;  and 

(F)  Requests  to  change  or  correct  addresses. 

(2)  The  date  of  deposit  with  USPS  is  shown  by  the  "date  in" 
on  the  "Express  Mail"  label  or  other  official  USPS  notation.  If 
the  USPS  deposit  date  cannot  be  determined,  the  correspon- 
dence will  be  accorded  the  USPTO  receipt  date  as  the  fihng 
date.  See  §  1.6(a). 
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This  exam  guide  discusses  changes  to  the  Rules  of  Trademark 
Practice,  effective  November  2,  2003,  affecting  all  applications 
and  registrations.  A  final  rule,  published  in  the  Federal  Register 
on  September  26,  2003,  at  68  FR  55748,  is  posted  at 
http://www.uspto.gov/web/of&ces/com/sol/notices/ 
68fr55748.pdf. 

These  changes  are  effective  November  2,  2003,  unless  stated 
otherwise  below. 

Website  addresses  cited  in  this  guide  were  available  as  of 
October  29,  2003. 
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L  DRAWINGS 

A.  Standard  Character  Drawings 

Trademark  Rule  2.52,  37  C.F.R.  §  2.52,  has  been  amended  to 
replace  "typed"  drawings  with  "standard  character"  drawings. 
Applicants  who  seek  to  register  a  mark  without  any  claim  as  to 
the  manner  of  display  must  submit  a  standard  character 
drawing  that  complies  with  the  requirements  of  the  amended 
rule.  See  Appendix  A  for  the  text  of  the  rule  as  amended. 

7.  Requirements  for  Standard  Character  Drawings 

An  applicant  may  submit  a  standard  character  drawing  if: 

a.  All  letters  and  words  in  the  mark  are  depicted  in  Latin 
characters; 

b.  All  numerals  in  the  mark  are  depicted  in  Roman  or  Arabic 
numerals; 

c.  The  mark  includes  only  common  punctuation  or  diacriti- 
cal marks;  and 

d.  The  mark  does  not  include  a  design  element. 

37  C.F.R.  §2. 52(a).  In  addition,  the  applicant  must  submit  the 
following  statement: 

The  mark  is  presented  in  standard  character  format  without 
claim  to  any  particular  font  style,  size  or  color. 

In  the  drawing  of  the  mark,  the  applicant  will  no  longer  have 
to  display  the  mark  in  all  uppercase  letters.  Instead,  the 
applicant  may  depict  the  mark  in  any  font  style;  may  use  bold 
or  itahcized  letters;  and  may  use  both  uppercase  and  lowercase 
letters,  all  uppercase  letters  or  all  lowercase  letters. 

2.  List  of  Standard  Characters 

The  Office  has  created  a  standard  character  set  that  lists  letters, 
numerals,  punctuation  marks,  and  diacritical  marks  that  may 
be  used  in  a  standard  character  drawing.  The  standard  charac- 
ter set  is  available  on  the  Office's  website  at  http://www.usp- 
to.gov/teas/StandardCharacterSet.html.  If  the  drawing  includes 
elements  that  are  not  in  the  set,  then  the  examining  attorney 
must  treat  the  drawing  as  a  special  form  drawing  and  require 
the  apphcant  to  delete  the  standard  character  claim. 

3.  Drawings  Containing  Both  a  Standard  Character  Claim  and 
Designs  or  Other  Elements 

If  the  application  contains  a  standard  character  claim,  but  the 
mark  includes  a  design  element;  or  color;  or  a  claim  of  a 
particular  style  or  size  of  lettering;  or  other  elements  so  that  the 
mark  does  not  meet  the  requirements  of  37  C.F.R.  §2. 52(a), 
then  the  examining  attorney  must:  (1)  treat  the  drawing  as  a 
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special  form  drawing;  and  (2)  require  that  the  applicant  delete 
the  standard  character  claim  from  the  record.  37  C.F.R. 
§2. 52(b).  In  addition,  the  examining  attorney  must  either  enter 
the  appropriate  mark  drawing  code  in  the  TradeUps  database 
and  enter  a  note  to  the  file,  or  instruct  a  Legal  Instruments 
Examiner  to  update  the  TradeUps  database.  See  section  I.  A.  10 
of  this  exam  guide  concerning  mark  drawing  codes. 

4.  Changing  From  Special  Form  Elements  to  Standard  Char- 
acters, or  the  Reverse,  is  Likely  to  Be  a  Material  Alteration 

A  special  form  drawing  containing  a  design  element,  color,  a 
claim  to  a  particular  style  or  size  of  lettering,  or  other 
distinctive  elements  cannot  be  amended  to  a  standard  character 
drawing  unless  the  amendment  is  non-material.  37  C.F.R. 

§2.72. 

Conversely,  a  standard  character  drawing  cannot  be  amended 
to  a  special  form  drawing  containing  a  design  element,  color, 
or  a  claim  to  a  distinctive  style  or  size  of  lettering,  unless  the 
amendment  is  non-material.  37  C.F.R.  §2.72. 

5.  Standard  Character  Drawing  and  Specimen  of  Use 

If  applicant  submits  a  claim  of  standard  character  format,  the 
mark  shown  in  the  drawing  does  not  have  to  appear  in  the  same 
font  style,  size,  or  color  as  the  mark  shown  on  the  specimen  of 
use.  However,  the  examining  attorney  must  review  the  mark 
depicted  on  the  specimen  to  determine  whether  a  standard 
character  claim  is  appropriate,  or  whether  a  special  form 
drawing  is  required.  TMEP  §807.07(b). 

6.  When  a  Special  Form  Drawing  Is  Required 

If  the  applicant  has  claimed  standard  character  format  and  the 
examining  attorney  determines  that  the  standard  characters  are 
displayed  in  a  distinctive  manner  that  changes  the  meaning  or 
overall  commercial  impression  of  the  mark,  the  examining 
attorney  must  process  the  drawing  as  a  special  form  drawing, 
and  require  the  applicant  to  delete  the  standard  character  claim. 
The  examining  attorney  may  delete  the  standard  character 
claim  by  examiner's  amendment  after  obtaining  approval  from 
the  applicant  or  applicant's  attorney. 

There  is  no  change  to  current  practice  regarding  when  a  special 
form  drawing  is  required.  The  examining  attorney  must  require 
the  applicant  to  submit  a  special  form  drawing  if  the  mark  is 
displayed  in  a  distinctive  manner  that  changes  the  meaning  or 
overall  commercial  impression  of  the  mark.  See  Trademark 
Manual  of  Examining  Procedure  (TMEP)  §807.07(b). 

7.  Drawings  in  Typed  Format  Will  Be  Processed  as  Standard 
Character  Drawings 

If  the  application  does  not  include  a  standard  character  claim, 
but  the  mark  is  shown  in  a  format  that  previously  would  have 
been  considered  "typed"  {i.e.,  the  mark  is  shown  in  all  capital 
letters,  or  the  mark  is  specified  as  "typed"  in  the  body  of  the 
application,  on  a  separate  drawing  page,  or  on  a  cover  letter 
filed  with  the  application),  then  the  examining  attorney  shall 
treat  the  drawing  of  the  mark  as  a  standard  character  drawing. 

If  the  application  is  ready  to  be  published  for  opposition,  the 
examining  attorney  should  enter  the  standard  character  claim 
by  examiner's  amendment.  No  prior  authorization  from  the 
applicant  is  required  to  add  a  claim  by  an  examiner's  amend- 
ment in  this  situation.  See  TMEP  §707.02.  If  an  Office  action 
is  necessary,  it  should  include  a  requirement  that  the  applicant 
submit  a  standard  character  claim. 

8.  Drawings  Where  The  Format  Is  Unclear 

Where  it  is  unclear  from  the  record  whether  the  submitted 
drawing  was  intended  to  be  a  standard  character  drawing,  then 
the  examining  attorney  must  contact  the  applicant  for  clarifi- 
cation. For  example,  clarification  is  needed  if  the  font  style 
used  in  the  mark  on  the  drawing  does  not  match  the  font  style 
used  on  the  specimen  and  there  is  no  standard  character  claim 
in  the  application  file.  If  the  mark  is  intended  to  be  in  standard 
characters,  then  the  examining  attorney  must  require  that  the 
applicant  amend  the  application  to  include  the  standard  char- 
acter claim.  This  may  be  done  by  examiner's  amendment. 


9.  Drawings  in  Applications  Filed  Before  November  2,  2003 

For  applications  filed  before  November  2,  2003,  the  applicant 
has  the  option  of  submitting  a  typed  drawing  in  all  uppercase 
letters  under  the  old  rules,  or  a  standard  character  drawing 
under  the  new  rules.  If  the  drawing  of  record  does  not  meet  the 
requirements  for  a  typed  drawing  under  the  old  rules  {e.g.,  the 
drawing  shows  the  mark  in  upper  and  lower  case  letters),  the 
examining  attorney  must  require  a  new  drawing.  In  response, 
the  applicant  may  submit  a  claim  of  standard  characters  to 
convert  the  drawing  to  a  standard  character  drawing,  or  submit 
a  new  drawing  in  all  uppercase  letters  to  comply  with  the  old 
rules  for  typed  drawings.  The  examining  attorney  may  enter 
the  standard  character  claim  by  an  examiner's  amendment,  if 
appropriate. 

If  the  typed  drawing  in  the  application  is  acceptable  under  the 
old  rules,  no  action  by  the  examining  attorney  is  required 
regarding  the  drawing.  However,  the  applicant  may  voluntarily 
amend  the  typed  drawing  to  a  standard  character  drawing  by 
submitting  a  claim  of  standard  characters.  Voluntary  amend- 
ments are  not  permitted  in  the  period  between  approval  for 
publication  and  issuance  of  a  registration  or  Notice  of  Allow- 
ance, or  in  the  period  between  approval  for  registration  and 
issuance  of  a  registration. 

If  the  applicant  amends  to  a  standard  character  drawing,  either 
in  response  to  the  examining  attorney's  requirement  or  volun- 
tarily, the  examining  attorney  must  have  Office  records  up- 
dated to  change  the  mark  drawing  code  to  4.  See  section  I. A.  10 
of  this  exam  guide  concerning  mark  drawing  codes. 

10.  Mark  Drawing  Code 

Standard  character  drawings  are  coded  in  the  Office's  systems 
as  "mark  drawing  code  4."  Typed  drawings  are  coded  as  "mark 
drawing  code  1."  "Mark  drawing  code  1"  will  no  longer  be 
available  for  applications  filed  on  or  after  November  2,  2003. 
Therefore,  standard  character  drawings  must  use  only  "mark 
drawing  code  4."  Applications  that  were  filed  before  Novem- 
ber 2,  2003,  may  be  amended  to  "mark  drawing  code  1,"  if 
appropriate  for  that  drawing. 

B.  Color  Drawings 

1.  Requirements  for  Color  Drawings 

The  Office  will  begin  accepting  color  drawings  on  November 

2,  2003.  Starting  on  that  date,  the  Office  will  no  longer  accept 
black  and  white  drawings  with  a  color  claim,  or  drawings  that 
show  color  by  use  of  lining  patterns.  37  C.F.R.  §2.52(b)(l). 

Color  drawings  must  be  accompanied  by  the  following:  (1)  a 
color  claim  naming  the  colors  that  are  a  feature  of  the  mark; 
and  (2)  a  separate  statement  describing  where  the  color(s) 
appear  on  the  mark.  A  color  drawing  will  not  publish  without 
both  of  these  statements. 

A  properly  worded  color  claim  would  read  as  follows: 

The  color(s)  <name  the  color(s)>  are  claimed  as  a  distinc- 
tive feature  of  the  mark. 

A  properly  worded  description  would  read  as  follows: 

The  color(s)  <name  the  color(s)>  appear  in  <specify  portion 
of  mark  on  which  color(s)  appear>. 

If  the  color  claim  or  description  is  unclear  or  ambiguous,  the 
examining  attorney  must  require  clarification.  The  applicant 
may  supplement  the  required  written  description  of  the  color 
contained  in  a  mark  with  a  reference  to  a  commercial  color 
identification  system.  The  Office  does  not  endorse  or  recom- 
mend any  one  commercial  color  identification  system.  The 
written  description  of  the  mark  must  include  a  generic  descrip- 
tion of  the  color,  in  addition  to  the  reference  to  the  commercial 
color  identification  system. 

2.  Color  Drawings  Filed  Without  a  Color  Claim 

If  the  applicant  submits  a  color  drawing  but  does  not  include  a 
color  claim  in  the  written  application,  and  if  the  color  is  a 
material  element  of  the  mark,  the  examining  attorney  must 
require  the  applicant  to  submit  a  color  claim  naming  the 
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color(s)  that  appear  in  the  mark,  and  a  separate  statement 
describing  where  the  color  appears  on  the  mark.  If  the 
examining  attorney  determines  that  the  color  is  a  non-material 
element  of  the  drawing,  the  applicant  may  instead  elect  to 
submit  a  black  and  white  drawing. 

3.  Color  Drawings  Filed  With  an  Incorrect  Color  Claim 

Where  the  color  shown  in  the  drawing  is  inconsistent  with  the 
color  claimed  in  the  written  application,  e.g.,  the  mark  is 
shown  in  blue  in  the  drawing,  but  the  color  claimed  is  orange, 
then  the  drawing  controls.  The  color  claim  may  be  corrected  to 
conform  to  the  drawing,  unless  amending  the  drawing  to 
conform  to  the  color  claim  materially  alters  the  mark  shown  in 
the  drawing. 

4.  Black  and  White  Drawings  and  Color  Claims 

If  an  applicant  submits  a  black  and  white  drawing  that  is  lined 
for  color,  or  if  the  application  includes  a  color  claim  in  the 
written  application,  the  examining  attorney  must  require  that 
applicant  submit  a  color  drawing,  a  color  claim  naming  the 
color(s),  and  a  separate  statement  describing  where  the  color 
appears  on  the  mark.  If,  however,  the  examining  attorney 
determines  that  the  color  is  a  non-material  element  of  the 
drawing,  the  applicant  may  instead  elect  to  submit  a  black  and 
white  drawing  that  is  not  lined  for  color,  or  delete  the  color 
claim  in  the  written  application,  whichever  is  applicable. 

If  an  applicant  submits  a  black  and  white  drawing  that  is  not 
lined  for  color,  and  there  is  no  color  claim  in  the  written 
application,  generally  the  appUcant  cannot  substitute  a  color 
drawing  and  claim  color,  unless  the  color  is  a  non-material 
element  of  the  drawing. 

5.  Gray  Tones  in  Drawings 

The  Ofl&ce  now  accepts  drawings  that  contain  the  color  gray,  or 
stippling  that  produces  gray  tones.  The  drawing  is  processed  as 
a  color  drawing.  Drawings  with  gray  tones  are  processed  like 
any  other  color  drawing.  See  section  I.B.I  of  this  exam  guide. 
If  the  drawing  contains  the  color  gray,  or  stippling  that 
produces  gray  tones,  and  the  record  is  unclear  as  to  whether 
apphcant  is  claiming  color,  applicant  must  clarify  the  ambigu- 
ity. 

6.  Drawings  in  Applications  Filed  and  Registrations  Issued 
Before  November  2,  2003 

In  applications  filed  before  November  2,  2003,  if  the  drawing 
of  record  does  not  meet  the  requirements  for  claiming  color 
under  the  old  rules,  the  examining  attorney  must  require  a  new 
drawing.  In  response,  the  applicant  may  submit  either  (1)  a 
black  and  white  drawing  that  meets  the  requirements  for 
claiming  color  under  the  old  rules,  or  (2)  a  color  drawing  with 
the  required  statements  for  claiming  color  under  the  new  rules. 

If  the  drawing  in  the  application  is  acceptable  to  claim  color 
under  the  old  rules,  no  action  by  the  examining  attorney  is 
required.  However,  the  applicant  may  voluntarily  submit  a 
color  drawing  under  the  new  rules  with  the  requisite  color 
claim  and  a  separate  description  of  the  color(s)  in  the  mark. 
Voluntary  amendments  are  not  permitted  in  the  period  between 
approval  for  publication  and  issuance  of  a  registration  or 
Notice  of  Allowance,  or  in  the  period  between  approval  for 
registration  and  issuance  of  registration. 

Similarly,  a  registrant  may  substitute  a  color  drawing  for  a 
black  and  white  drawing  in  a  registration  where  color  is 
claimed,  by  filing  a  §7  request  to  amend  the  registration 
certificate.  The  request  must  include  a  color  drawing,  a  color 
claim,  a  description  of  where  the  color  appears  in  the  mark, 
and  a  $100  fee. 

7.  Lining  and  Stippling  Statements  for  Drawings 

Black  and  white  drawings  lined  for  color  will  not  be  accepted 
after  November  2,  2003.  See  section  I.B.I  of  this  exam  guide. 
Thus,  the  examining  attorney  will  no  longer  be  required  to 
enter  a  statement  that  the  bning  or  stippling  represents  shading 
or  a  feature  of  the  mark  unless  he/she  believes  such  a  statement 
is  necessary  to  accurately  describe  the  mark. 


C.  Requirements  Applying  to  Electronically  Submitted 
Drawings 

The  drawing  must  meet  the  requirements  of  both  37  C.F.R. 
§2.52  and  37  C.F.R.  §2.53.  See  Appendix  A. 

1.  Standard  Character  Drawings 

If  an  applicant  is  filing  a  standard  character  drawing,  the 
applicant  must  enter  the  mark  in  the  appropriate  field  or  attach 
a  digitized  image  of  the  mark  that  meets  the  requirements  of  37 
C.F.R.  §2. 53(c).  The  applicant  must  also  submit  a  standard 
character  claim.  See  section  I.  A.  1  of  this  exam  guide. 

If  a  standard  character  drawing  is  filed  through  the  Trademark 
Electronic  Application  System  (TEAS),  the  characters  entered 
in  the  appropriate  field  in  the  TEAS  application  or  response 
form  are  automatically  checked  against  the  standard  character 
set. 

The  standard  character  set  includes  two  lists:  supported  char- 
acters and  unsupported  characters.  If  any  of  the  characters  in 
the  mark  are  not  in  the  "supported  character"  list,  then  the 
applicant  must  attach  a  digitized  image  that  meets  the  require- 
ments of  37  C.F.R.  §2.53(c).  If  all  the  characters  in  the  mark 
are  in  the  "supported  character"  list,  then  the  Office  will  create 
a  .jpg  image.  The  application  record  will  indicate  that  standard 
characters  have  been  claimed  and  that  the  Office  has  created 
the  image.  If  the  Office  created  the  digitized  image,  the 
examining  attorneys  need  not  check  the  standard  character 
drawing  against  the  standard  character  set  during  examination. 

If  the  Office  did  not  create  the  digitized  image,  then  the 
examining  attorney  must  check  the  standard  characters  in  the 
drawing  against  the  standard  character  set.  If  the  characters  are 
not  in  the  set,  then  the  examining  attorney  must  process  the 
drawing  as  a  special  form  drawing,  and  require  the  applicant  to 
delete  the  standard  character  claim.  See  section  I. A.  1  of  this 
exam  guide. 

2.  Special  Form  Drawings 

If  an  applicant  is  filing  a  special  form  drawing,  the  applicant 
must  attach  to  the  electronic  submission  a  digitized  image  of 
the  mark  that  meets  the  requirements  of  37  C.F.R.  §2.53(c). 
The  same  issues  and  requirements  discussed  in  section  I. A. 6  of 
this  exam  guide  apply  to  special  form  drawings  submitted 
electronically. 

3.  Requirements  for  Digitized  Images 

The  image  must  be  in  .jpg  format;  scanned  at  no  less  than  300 
dots  per  inch  and  no  more  than  350  dots  per  inch,  with  a  length 
of  no  less  than  250  pixels  and  no  more  than  944  pixels,  and  a 
width  of  no  less  than  250  pixels  and  no  more  than  944  pixels. 
All  lines  must  be  clean,  sharp  and  solid,  must  not  be  fine  or 
crowded,  and  must  produce  a  high  quality  image  when  copied. 
37  C.FR  §2.53(c) 

Digitized  images  that  are  outside  the  stated  pixel  count  will  be 
accepted  for  filing,  but  must  be  corrected  by  the  applicant  prior 
to  approval  for  publication.  Examining  attorneys  must  review 
the  pixel  count  as  shown  on  the  input  field  of  the  application 
data  sheet.  If  the  pixel  count  is  less  than  250  pixels  or  more 
than  944  pixels  in  either  direction,  then  the  examining  attorney 
must  require  that  the  applicant  submit  a  new  digitized  image 
that  complies  with  the  pixel  requirement.  This  is  also  necessary 
for  substitute  drawings  submitted  via  the  TEAS  response  form. 

D.  Requirements  Applying  to  Drawings  Submitted  on 
Paper 

The  drawing  must  meet  the  requirements  of  both  37  C.F.R. 
§2.52  and  37  C.FR.  §2.54.  See  Appendix  A. 

The  Office  will  create  a  digitized  image  of  any  drawing 
submitted  on  paper  These  images  will  have  an  acceptable 
pixel  count.  However,  the  examining  attorney  is  responsible 
for  determining  whether  the  image  submitted  on  paper  meets 
the  size  requirements  of  37  C.F.R.  §2.54.  Specifically,  the 
image  in  the  drawing  cannot  be  larger  than  3.15  inches  high  by 
3.15  inches  wide  (8  cm  high  by  8  cm  wide).  If  the  image  does 
not  meet  this  requirement,  then  the  examining  attorney  must 
require  a  new  drawing. 
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II.  SPECIMENS  FILED  ELECTRONICALLY 

Trademark  Rule  2.56(d)(4),  37  C.F.R.  §2.56(d)(4),  has  been 
amended  to  require  that  a  specimen  transmitted  through  TEAS 
be  a  digitized  image  in  .jpg  format.  The  Ofl&ce  will  not  accept 
or  open  attachments  in  any  other  format.  Attachments  in  .gif 
format  are  no  longer  acceptable. 

III.  PARTIAL  ABANDONMENT 

37  C.F.R.  §2. 65(a).  If  an  applicant  fails  to  respond,  or  to 
respond  completely,  within  six  months  after  the  date  an  action 
is  mailed,  the  application  shall  be  deemed  abandoned  unless 
the  refusal  or  requirement  is  expressly  limited  to  only  certain 
goods  and/or  services.  If  the  refusal  or  requirement  is  ex- 
pressly limited  to  only  certain  goods  and/or  services,  the 
application  will  be  abandoned  only  as  to  those  particular 
goods  and/or  services.  A  timely  petition  to  the  Director 
pursuant  to  §§  2.63(b)  and  2.146,  if  appropriate,  is  a  response 
that  avoids  abandonment  of  an  application. 

General  Rule.  Trademark  Rule  2.65(a),  37  C.F.R.  §2.65(a),  has 
been  amended  to  provide  that  if  a  refusal  or  requirement  is 
expressly  limited  to  only  certain  goods/services,  and  the 
applicant  fails  to  file  a  response  to  the  refusal  or  requirement, 
the  application  shall  be  abandoned  only  as  to  those  particular 
goods/services. 

Partial  abandonment  applies  only  where  the  Office  action 
expressly  states  that  a  refusal  or  requirement  is  limited  to  only 
certain  goods/services  or  certain  class(es).  If  the  Office  action 
contains  any  requirement  or  refusal  that  applies  to  all  the 
goods/services,  and  the  apphcant  fails  to  respond,  the  entire 
application  will  be  abandoned. 

Effective  Date.  The  rule  apphes  to  all  Office  actions  issued  on 
or  after  November  2,  2003,  regardless  of  the  filing  date  of  the 
application.  It  does  not  apply  to  Office  actions  issued  before 
November  2,  2003. 

Incomplete  Response  to  Partial  Refusal.  Partial  abandonment 
may  also  occur  when  an  apphcant  fails  to  file  a  complete 
response  to  a  final  refusal  or  final  requirement  that  is  limited  to 
only  certain  goods/services  or  certain  class(es).  If  an  applicant 
files  an  incomplete  response  to  a  nonfinal  action  that  is  limited 
to  only  certain  goods/services  or  certain  class(es),  the  exam- 
ining attorney  should  issue  a  final  action,  making  all  outstand- 
ing requirements  and  refusals  final.  See  TMEP  §718.03  et  seq. 
regarding  incomplete  responses. 

Use  of  Headings  in  Office  Actions.  When  issuing  a  partial 
refusal  or  requirement,  the  examining  attorney  is  encouraged 
to  use  the  heading  "Partial  Refusal"  or  "Partial  Requirement," 
so  it  is  clear  in  the  record  that  the  refusal  or  requirement 
applies  only  to  certain  goods/services  or  certain  class(es). 

Requirements  for  Amendment  of  Identification  of  Goods/Ser- 
vices. When  the  identification  of  goods/services  includes  some 
terminology  that  is  indefinite  and  some  terminology  that  is 
acceptable,  the  examining  attorney  should  specify  which 
terminology  is  indefinite,  suggest  amended  language  if  pos- 
sible, and  indicate  that  the  rest  of  the  identification  is  accept- 
able. 

When  an  applicant  fails  to  respond  to  a  requirement  to  amend 
some  terminology  in  an  otherwise  acceptable  identification  of 
goods/services,  the  examining  attorney,  in  his  or  her  discretion, 
should  (1)  delete  the  indefinite  goods/services  from  the  iden- 
tification, (2)  instruct  the  Legal  Instruments  Examiner  to  delete 
the  indefinite  goods/services  from  the  identification,  or  (3) 
issue  an  examiner's  amendment  deleting  the  unacceptable 
terminology  from  the  identification.  No  prior  authorization 
from  the  applicant  or  the  applicant's  attorney  is  needed  to  issue 
an  examiner's  amendment  in  this  situation. 

IV.  CHANGES  TO  THE  REQUIREMENTS  FOR  A 
SHOWING  OF  DUE  DILIGENCE  IN  PETITIONS  UN- 
DER 37  C.F.R.  §§2.66  AND  2.146 

Effective  May  2,  2004,  the  standard  for  a  showing  of  due 
diligence  in  petitions  to  revive  abandoned  trademark  applica- 
tions under  37  C.F.R.  §2.66  and  petitions  to  the  Director  under 
37  C.F.R.  §2.146  will  change  from  one  year  to  six  months.  See 
notice  at  68  FR  55748  (Sept.  26,  2003). 


Applicants  and  registrants  are  responsible  for  tracking  the 
status  of  matters  pending  before  the  Office.  When  a  petitioner 
seeks  to  reactivate  an  application  or  registration  that  was 
abandoned,  cancelled,  or  expired  due  to  the  loss  or  mishan- 
dling of  documents  sent  to  or  from  the  Office,  the  Office  will 
deny  the  petition  if  the  petitioner  was  not  diligent  in  checking 
the  status  of  the  application  or  registration,  even  if  the 
petitioner  can  show  that  the  Ofl&ce  actually  received  docu- 
ments, or  can  swear  that  a  notice  from  the  Office  was  never 
received  by  the  petitioner.  TMEP  §1705.05. 

In  petitions  filed  prior  to  May  2,  2004,  a  petitioner  will  be 
considered  diligent  if  the  party  inquired  as  to  the  status  of  a 
pending  matter  within  one  year  of  the  filing  or  receipt  of  a 
document  for  which  further  action  by  the  Office  is  expected.  In 
petitions  filed  on  or  after  May  2,  2004,  to  be  considered 
diligent,  a  petitioner  must: 

•  Check  the  status  of  a  pending  application  every  six  months 
between  the  filing  date  of  the  application  and  issuance  of  a 
registration; 

•  Check  the  status  of  a  registration  every  six  months  after 
filing  an  affidavit  of  use  or  excusable  nonuse  under  §8  or  §71 
of  the  Trademark  Act,  or  a  renewal  application  under  §9  of  the 
Trademark  Act,  until  the  petitioner  receives  notice  that  the 
affidavit  or  renewal  application  has  been  accepted;  and 

•  Promptly  request  corrective  action  where  necessary. 

37  C.F.R.  §§2.66(a)(2)  and  2.146(i).  The  required  showing  of 
diligence  is  necessary  to  protect  third  parties  who  may  be 
harmed  by  the  removal  and  later  reinsertion  of  an  application 
or  registration  in  the  Office's  database.  Moreover,  in  view  of 
the  strict  time  hmits  for  issuing  refusals  in  §66(a)  applications 
{see  Guide  To  Implementation  of  Madrid  Protocol  in  the 
United  States,  Exam  Guide  No.  2-03,  section  IV.B.4),  the 
accuracy  and  integrity  of  the  Office's  database  is  more  impor- 
tant than  ever. 

The  Office's  electronic  systems  are  readily  available  over  the 
Internet  24  hours  a  day,  seven  days  a  week.  Applicants  and 
registrants  have  immediate  and  free  access  to  information 
concerning  their  applications  and  registrations.  An  apphcant  or 
registrant  can  easily  check  the  status  of  a  pending  application 
or  registration  using  the  Trademark  Applications  and  Registra- 
tions Retrieval  ("TARR")  database,  available  at  http://tarr.usp- 
to.gov/. 

Delay  in  filing  a  Petition  May  Result  in  Cancellation  of 
International  Registration.  If  a  petition  to  revive  is  filed  more 
than  two  months  after  the  mailing  date  of  the  notice  of 
abandonment,  and  the  subject  application  forms  the  basis  of  an 
international  registration  under  the  Madrid  Protocol,  it  is  likely 
that  the  international  registration  will  be  cancelled  regardless 
of  whether  the  basic  application  is  revived.  See  Guide  To 
Implementation  of  Madrid  Protocol  in  the  United  States,  Exam 
Guide  No.  2-03,  section  Il.I  regarding  the  dependence  of  an 
international  registration  on  the  basic  apphcation  or  registra- 
tion during  the  first  five  years  after  issuance  of  the  international 
registration. 

Similarly,  a  delay  in  filing  a  petition  to  reinstate  a  cancelled  or 
expired  registration  that  forms  the  basis  of  an  international 
registration  may  result  in  cancellation  of  the  international 
registration  regardless  of  whether  the  basic  registration  is 
revived. 

V.  AUTOMATIC  UPDATING  OF  OWNERSHIP  OF 
TRADEMARK  APPLICATIONS  AND  REGISTRATIONS 

Effective  November  2,  2003,  except  in  certain  hmited  circum- 
stances, the  Office  will  automatically  update  the  ownership 
information  in  the  Trademark  database  of  registrations  and 
pending  applications  when  one  of  the  following  documents  is 
recorded  with  the  Assignment  Services  Division  of  the  Office: 

•  Assignment  of  entire  interest  and  goodwill 

•  Nunc  Pro  Tunc  Assignment  of  entire  interest  and  goodwill 

•  Merger 

•  Name  Change 

The  Office  has  created  an  interface  between  the  Assignment 
Services  Division's  database  and  the  Trademark  database  that 
will  enable  the  Office  to  automatically  update  ownership 
information  in  the  Trademark  database  when  the  appropriate 
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documents  have  beenrecorded  in  the  Assignment  Services 
Division.  The  Trademark  database  includes  the  TRAM  (Trade- 
mark Reporting  and  Monitoring)  System  and  the  TARR 
database. 

A.  Previous  Practice. 

Prior  to  November  2,  2003,  recording  a  document  with  the 
Assignment  Services  Division  of  the  Office  did  not  automati- 
cally change  the  ownership  record  in  the  Trademark  database. 
To  change  the  ownership  record  in  the  Trademark  database,  a 
new  owner  had  to  notify  the  Trademark  Operation  that 
ownership  had  changed.  The  procedures  for  notifying  the 
Trademark  Operation  of  ownership  changes  both  prior  to 
registration  and  after  registration  are  set  forth  in  TMEP 
§§502.02  and  502.03. 

The  Office  does  not  update  the  Trademark  database  unless  the 
records  of  the  Assignment  Services  Division  show  a  clear 
chain  of  title. 

B.  Change  of  Practice  -  Automatically  Updating  Ovmership 
Records  in  the  Trademark  Database 

If  an  assignment,  merger,  or  change  of  name  is  recorded  in  the 
Assignment  Services  Division  on  or  after  November  2,  2003, 
the  Office  will  automatically  update  the  ownership  of  the 
application  or  registration  in  the  Trademark  database,  except  in 
the  limited  circumstances  discussed  in  section  V.B.I  below.  In 
these  situations,  it  is  unnecessary  for  the  new  owner  to  notify 
the  Trademark  Operation  of  the  change  of  ownership,  or  to  file 
a  request  in  a  pending  application  that  the  certificate  of 
registration  issue  in  the  name  of  the  new  owner. 

The  Trademark  database  will  show  only  the  last  recorded 
owner,  not  the  complete  chain  of  title.  The  complete  chain  of 
title  can  be  obtained  from  the  Assignment  database.  The 
ownership  field  in  the  Trademark  database  will  be  automati- 
cally updated  regardless  of  whether  the  records  of  the  Assign- 
ment Services  Division  show  a  clear  chain  of  title  transferring 
ownership  to  the  last  recorded  owner.  The  Trademark  database 
will  include  the  reel  and  frame  number  and  execution  date  of 
the  recorded  document,  as  well  as  a  notation  to  "Check 
Assignments."  Both  examining  attorneys  and  trademark  own- 
ers should  check  assignment  records  to  ensure  that  the  owner 
of  record  in  the  Trademark  database  has  a  clear  chain  of  title. 

7.  Circumstances  in  Which  Trademark  Database  Will  Not  be 
Automatically  Updated 

In  the  circumstances  discussed  below,  the  Office  will  not 
automatically  update  the  Trademark  database  to  show  the 
change  in  ownership,  even  if  the  appropriate  document  is 
recorded  in  the  Assignment  Services  Division  on  or  after 
November  2,  2003.  In  these  situations,  the  applicant  must 
notify  the  Trademark  Operation  that  the  assignment  or  other 
title  document  has  been  recorded  and  request  that  the  Trade- 
mark database  be  updated  to  show  title  in  the  new  owner.  37 
C.F.R.  §3.85;  TMEP  §§502.01  and  502.02. 

a.  Execution  Date  Conflicts  With  Previously  Recorded 
Document 

If  a  previously  recorded  assignment,  merger  or  change  of 
name  document  for  the  same  application  or  registration  has  an 
execution  date  that  is  the  same  as  or  later  than  the  execution 
date  of  the  subsequently  recorded  document,  the  Trademark 
database  will  not  be  automatically  updated.  Office  personnel 
will  have  to  review  the  assignment  records  and  update  the 
database  manually. 

b.  Blackout  Period:  Ownership  of  Pending  Applications 
Cannot  be  Updated  During  Certain  Time  Periods 

The  Trademark  database  will  not  be  automatically  updated 
to  show  a  change  of  ownership  during  the  following  stages  of 
the  registration  process: 

For  §l(a)  and  §44  applications: 

•  Between  approval  for  publication  and  issuance  of  regis- 
tration 


For  §l(b)  applications: 

•  Between  approval  for  publication  and  issuance  of  Notice 
of  Allowance;  and 

•  Between  approval  for  registration  and  issuance  of  regis- 
tration 

c.  Maximum  Number  of  Ownership  Changes 

The  Trademark  database  will  not  be  automatically  updated  if 
the  maximum  number  of  ownership  changes  permitted  for  the 
following  time  periods  has  been  reached: 

•  Prior  to  publication  -  up  to  nine  changes  of  ownership 

•  Between  publication  and  registration  -  up  to  nine  addi- 
tional changes  of  ownership 

2.  Processing  Time  for  Automatic  Updating 

The  process  for  automatically  updating  the  Trademark 
database  requires  that  the  Assignment  Services  Division:  (1) 
record  the  document  transferring  title  in  the  Assignment 
database;  and  (2)  extract  the  trademark  assignment  information 
from  the  Assignment  database  and  send  it  electronically  to  the 
Trademark  Operation  for  automatic  updating.  The  Assignment 
Services  Division  will  extract  trademark  assignment  informa- 
tion from  the  Assignment  database  and  transmit  it  to  the 
Trademark  Operation  once  a  week. 

To  expedite  recordation,  new  owners  are  encouraged  to  file 
requests  for  recordation  through  the  Office's  website,  at 
http  ://etas .  uspto  ■  go  V. 

If  a  trademark  owner  wants  the  Trademark  database  updated 
within  a  certain  timeframe,  and  there  is  insufficient  time  for  the 
Assignment  Services  Division  to  process  a  recently  recorded 
title  document  for  automatic  updating,  the  owner  should  notify 
the  Trademark  Operation  of  the  change  of  ownership.  37 
C.F.R.  §3.85;  TMEP  §§502.02  and  502.03. 

3.  Correction  to  Automatic  Update  -  Last  Recorded  Owner 
Does  Not  Have  Clear  Chain  of  Title 

The  Trademark  database  will  be  automatically  updated  to  show 
the  last  recorded  owner  regardless  of  whether  the  Assignment 
database  shows  that  the  last  recorded  owner  has  a  clear  chain 
of  title.  See  section  V.B  above.  If  the  Trademark  database  is 
automatically  updated  to  show  ownership  of  an  application  or 
registration  in  a  party  who  does  not  have  a  clear  chain  of  title 
as  evidenced  by  the  Assignment  database,  the  true  owner  of  the 
application  or  registration  may  file  a  written  request  to  have  the 
ownership  field  in  the  Trademark  database  corrected.  The 
Office  will  grant  a  request  for  correction  of  the  ownership  field 
if:  (1)  the  Trademark  database  was  automatically  updated  to 
show  ownership  in  a  party  who  does  not  have  a  clear  chain  of 
title  according  to  the  Assignment  database;  and  (2)  the 
Assignment  database  shows  a  clear  chain  of  title  transferring 
ownership  to  the  party  requesting  correction  of  the  ownership 
field  in  the  Trademark  database. 

The  correction  of  the  Trademark  database  will  not  be  auto- 
matically reflected  in  the  Assignment  database.  To  correct  the 
assignment  records,  a  party  must  follow  the  procedures  set 
forth  in  TMEP  §§503.06  et  seq.  for  correcting  errors  in  the 
Assignment  database. 

Example:  ABC  Corporation  owns  Application  No.  1.  An 
assignment  of  the  entire  interest  and  goodwill  is  filed  transfer- 
ring ownership  of  Application  1  from  ZED  Corporation  to 
XYZ  Corporation.  The  Assignment  Services  Division  records 
the  assignment  and  transmits  the  trademark  assignment  infor- 
mation to  the  Trademark  Operation.  The  Trademark  database  is 
automatically  updated  to  show  XYZ  Corporation  as  the  new 
owner  of  Application  1 .  The  Trademark  Operation  will  correct 
its  databases,  upon  ABC  Corporation's  request,  because  the 
Assignment  database  does  not  show  a  clear  chain  of  title  to 
XYZ  Corporation. 

In  all  other  situations,  a  party  requesting  correction  of  the 
ownership  records  of  the  Trademark  Operation  must  follow  the 
procedures  for  correcting  errors  in  recorded  documents  or 
cover  sheets,  as  set  forth  in  TMEP  §§503.06  et  seq.  That  is,  the 
party  must  file  corrective  documents  with  the  Assignment 
Services  Division  and  pay  the  recordal  fees  necessary  to 
correct  the  error,  then  notify  the  Trademark  Operation  that  the 
corrective  documents  have  been  recorded. 
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Prior  to  registration,  a  request  for  correction  of  the  ownership 
field  in  the  Trademark  database  should  be  made  in  an  amend- 
ment directed  to  the  examining  attorney.  If  such  a  request  is 
filed  after  publication,  it  will  be  handled  in  accordance  with 
standard  procedures  for  processing  amendments  after  pubUca- 
tion,  as  set  forth  in  TMEP  §§1505.02  et  seq.  In  a  §l(b) 
application,  if  a  request  for  correction  of  the  ownership  field  is 
filed  between  the  issuance  of  the  notice  of  allowance  and  the 
submission  of  a  statement  of  use,  the  Office  will  place  the 
request  in  the  file  for  consideration  at  the  time  of  examination 
of  the  statement  of  use.  37  C.F.R.  §2.77;  TMEP  §1107. 

After  registration,  a  request  for  correction  of  the  ownership 
field  should  be  made  in  the  form  of  a  request  for  correction 
under  §7(g)  of  the  Trademark  Act  and  37  C.F.R.  §2.174. 

C.  Applicability  of  Change  of  Practice  to  Requests  for 
Recordation  Filed  Before  November  2,  2003 

This  change  of  practice  applies  to  all  assignments,  mergers, 
and  name  changes  recorded  in  the  Assignment  Services  Divi- 
sion on  or  after  November  2,  2003,  even  if  the  request  for 
recordation  was  filed  before  November  2,  2003. 

This  change  of  practice  does  not  apply  to  assignments, 
mergers,  or  name  changes  that  were  recorded  in  the  Assign- 
ment Services  Division  prior  to  November  2,  2003.  For 
documents  recorded  prior  to  November  2,  2003,  the  new 
owner  must  notify  the  Trademark  Operation  of  the  change  of 
ownership,  and  request  that  the  Trademark  database  be  up- 
dated. 

D.  Applicability  of  Change  of  Practice  to  International 
Applications  and  Registrations  Under  the  Madrid  Protocol 

The  procedures  discussed  above  do  not  apply  to  §66(a) 
applications  and  registrations.  Changes  of  ownership  of  inter- 
national registrations  and  requests  for  extensions  of  protection 
of  international  registrations  to  the  United  States  must  be 
recorded  with  the  International  Bureau  of  the  World  Intellec- 
tual Property  Organization  (IB).  The  Office  will  record  only 
those  assignments  (or  other  documents  of  title)  that  have  been 
recorded  in  the  International  Register.  The  Trademark  data- 
bases will  be  automatically  updated  to  reflect  any  change  of 
ownership  that  is  recorded  in  the  International  Register.  See 
Guide  To  Implementation  of  Madrid  Protocol  in  the  United 
States,  Exam  Guide  No.  2-03,  sections  IV.F  and  VI.A.l. 

VI.  POLICY  CHANGE  -  RECLASSIFICATION  AFTER 
PUBLICATION  OR  REGISTRATION 

A.  Post-Publication  Changes  to  Classification  in  Pending 
Applications 

The  Office  has  generally  required  republication  of  a  mark  when 
classification  changes  after  pubhcation.  As  of  November  2, 
2003,  however,  republication  of  a  mark  after  a  post-publication 
classification  change  will  no  longer  be  required.  This  new 
policy  applies  to  all  amendments  to  classification  after  publi- 
cation, including  those  that  occur  during  examination  of 
Statements  of  Use. 

B.  Post-Registration  Changes  to  Classification  and  Re- 
quests for  Correction 

Historically,  if  a  United  States  registrant  requested  correction 
of  classification  under  15  U.S.C.  §  1057(g),  due  to  a  clerical 
error  made  by  the  Office,  the  Office  would  cancel  the  registra- 
tion, restore  the  application  to  pendency,  and  republish  the 
mark  in  the  correct  class.  If  the  registrant  requested  amend- 
ment of  classification  pursuant  to  15  U.S.C.  §  1057(e),  the 
Office  would  deny  the  request,  because  the  change  would 
require  republication. 

As  of  November  2,  2003,  requests  to  correct  or  amend  the 
International  Classification  of  a  registration  filed  pursuant  to 
Section  7  may  be  granted  without  canceling  the  registration 
and  republishing.  Such  a  request  will  be  granted  only  if  the 
requested  International  Classification  for  those  goods  and/or 
services  listed  in  the  registration  is  consistent  with  the  current 
version  of  the  Nice  Agreement  Concerning  the  International 
Classification  of  Goods  and  Services  for  the  Purposes  of  the 
Registration  of  Marks.  In  such  a  case,  the  Office  will  accept  the 
request  to  correct  or  amend  the  International  Classification  of 


goods/services  and  issue  an  Updated  Registration  Certificate 
(URC)  with  the  new  classification  noted.  Registrants  will  also 
be  able  to  reclassify  registrations  from  multiple  U.S.  classes 
into  a  single  International  Classification.  For  example,  goods 
in  U.S.  classes  21  and  26  often  fall  into  only  International 
Class  9.  Hence,  a  registrant  can  request  an  amendment  from 
U.S.  classes  21  and  26  into  International  Class  9. 

Registrants  requesting  an  amendment  to  the  International 
Classification  must  pay  the  $100.00  filing  fee  required  for 
Section  7  amendments.  If  the  request  for  correction  is  due  to  a 
clear  Office  error,  no  filing  fee  will  be  charged  to  handle  the 
request. 

This  applies  only  to  registrations  that  issued  from  applications 
under  §  1  or  §44  of  the  Trademark  Act.  The  classification  of 
goods/services  in  a  §66(a)  application  cannot  be  changed  from 
the  classification  assigned  by  the  IB,  even  if  the  IB' s  classifi- 
cation of  goods/services  is  different  from  the  classification  set 
forth  in  the  Office's  Manual  of  Acceptable  Identification  of 
Goods  and  Services.  See  Guide  To  Implementation  of  Madrid 
Protocol  in  the  United  States,  Exam  Guide  No.  2-03,  section 
IV.B.2. 

APPENDIX  A 

37  C.F.R.  §2.52  lypes  of  drawings  and  format  for  draw- 
ings. 

A  drawing  depicts  the  mark  sought  to  be  registered.  The 
drawing  must  show  only  one  mark.  The  applicant  must  include 
a  clear  drawing  of  the  mark  when  the  application  is  filed.  There 
are  two  types  of  drawings: 

(a)  Standard  character  (typed)  drawing.  Applicants  who 
seek  to  register  words,  letters,  numbers,  or  any  combination 
thereof  without  claim  to  any  particular  font  style,  size,  or  color 
must  submit  a  standard  character  drawing  that  shows  the  mark 
in  black  on  a  white  background.  An  apphcant  may  submit  a 
standard  character  drawing  if: 

(1)  The  application  includes  a  statement  that  the  mark  is  in 
standard  characters  and  no  claim  is  made  to  any  particular  font 
style,  size,  or  color; 

(2)  The  mark  does  not  include  a  design  element; 

(3)  All  letters  and  words  in  the  mark  are  depicted  in  Latin 
characters; 

(4)  All  numerals  in  the  mark  are  depicted  in  Roman  or 
Arabic  numerals;  and 

(5)  The  mark  includes  only  common  punctuation  or  diacriti- 
cal marks. 

(b)  Special  form  drawing.  Applicants  who  seek  to  register  a 
mark  that  includes  a  two  or  three-dimensional  design;  color; 
and/or  words,  letters,  or  numbers  or  the  combination  thereof  in 
a  particular  font  style  or  size  must  submit  a  special  form 
drawing.  The  drawing  must  show  the  mark  in  black  on  a  white 
background,  unless  the  mark  includes  color. 

(1)  Color  marks.  If  the  mark  includes  color,  the  drawing 
must  show  the  mark  in  color,  and  the  applicant  must  name  the 
color(s),  describe  where  the  color(s)  appear  on  the  mark,  and 
submit  a  claim  that  the  color(s)  is  a  feature  of  the  mark. 

(2)  Three  dimensional  marks.  If  the  mark  has  three-dimen- 
sional features,  the  drawing  must  depict  a  single  rendition  of 
the  mark,  and  the  applicant  must  indicate  that  the  mark  is 
three-  dimensional. 

(3)  Motion  marks.  If  the  mark  has  motion,  the  drawing  may 
depict  a  single  point  in  the  movement,  or  the  drawing  may 
depict  up  to  five  freeze  frames  showing  various  points  in  the 
movement,  whichever  best  depicts  the  commercial  impression 
of  the  mark.  The  applicant  must  also  describe  the  mark. 

(4)  Broken  lines  to  show  placement.  If  necessary  to  ad- 
equately depict  the  commercial  impression  of  the  mark,  the 
applicant  may  be  required  to  submit  a  drawing  that  shows  the 
placement  of  the  mark  by  surrounding  the  mark  with  a 
proportionately  accurate  broken-line  representation  of  the 
particular  goods,  packaging,  or  advertising  on  which  the  mark 
appears.  The  applicant  must  also  use  broken  lines  to  show  any 
other  matter  not  claimed  as  part  of  the  mark.  For  any  drawing 
using  broken  lines  to  indicate  placement  of  the  mark,  or  matter 
not  claimed  as  part  of  the  mark,  the  applicant  must  describe  the 
mark  and  explain  the  purpose  of  the  broken  lines. 

(5)  Description  of  mark.  If  a  drawing  cannot  adequately 
depict  all  significant  features  of  the  mark,  the  applicant  must 
also  describe  the  mark. 


March  2,  2004 


U.S.  PATENT  AND  TRADEMARK  OFFICE 


1280  OG  775 
(244) 


(c)  TEAS  drawings.  A  drawing  filed  through  TEAS  must 
meet  the  requirements  of  §2.53. 

(d)  Paper  drawings.  A  paper  drawing  must  meet  the 
requirements  of  §2.54. 

(e)  Sound,  scent,  and  non-visual  marks.  An  applicant  is  not 
required  to  submit  a  drawing  if  the  mark  consists  only  of  a 
sound,  a  scent,  or  other  completely  non-visual  matter.  For  these 
types  of  marks,  the  applicant  must  submit  a  detailed  descrip- 
tion of  the  mark. 

§2.53  Requirements  for  drawings  filed  through  the  TEAS. 

The  drawing  must  meet  the  requirements  of  §2.52.  In 
addition,  in  a  TEAS  submission,  the  drawing  must  meet  the 
following  requirements: 

(a)  Standard  character  drawings:  If  an  applicant  is  filing  a 
standard  character  drawing,  the  applicant  must  enter  the  mark 
in  the  appropriate  field  or  attach  a  digitized  image  of  the  mark 
to  the  TEAS  submission  that  meets  the  requirements  of 
paragraph  (c)  of  this  section. 

(b)  Special  form  drawings:  If  an  applicant  is  filing  a  special 
form  drawing,  the  appUcant  must  attach  a  digitized  image  of 
the  mark  to  the  TEAS  submission  that  meets  the  requirements 
of  paragraph  (c)  of  this  section. 

(c)  Requirements  for  digitized  image:  The  image  must  be  in 
.jpg  format  and  scanned  at  no  less  than  300  dots  per  inch  and 
no  more  than  350  dots  per  inch  with  a  length  and  width  of  no 
less  than  250  pixels  and  no  more  than  944  pixels.  All  lines 
must  be  clean,  sharp  and  solid,  not  fine  or  crowded,  and 
produce  a  high  quality  image  when  copied. 

§2.54  Requirements  for  drawings  submitted  on  paper. 

The  drawing  must  meet  the  requirements  of  §2.52.  In 
addition,  in  a  paper  submission,  the  drawing  should: 

(a)  Be  on  non- shiny  white  paper  that  is  separate  from  the 
apphcation; 

(b)  Be  on  paper  that  is  8  to  8.5  inches  (20.3  to  21.6  cm.) 
wide  and  11  to  11.69  inches  (27.9  to  29.7  cm.)  long.  One  of  the 
shorter  sides  of  the  sheet  should  be  regarded  as  its  top  edge. 
The  image  must  be  no  larger  than  3.15  inches  (8  cm)  high  by 
3.15  inches  (8  cm)  wide; 

(c)  Include  the  caption  "DRAWING  PAGE"  at  the  top  of  the 
drawing  beginning  one  inch  (2.5  cm.)  from  the  top  edge;  and 

(d)  Depict  the  mark  in  black  ink,  or  in  color  if  color  is 
claimed  as  a  feature  of  the  mark. 

(e)  Drawings  must  be  typed  or  made  with  a  pen  or  by  a 
process  that  will  provide  high  definition  when  copied.  A 
photolithographic,  printer's  proof  copy,  or  other  high  quality 
reproduction  of  the  mark  may  be  used.  All  lines  must  be  clean, 
sharp  and  solid,  and  must  not  be  fine  or  crowded. 
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^      ^  Notice  of  Availability  of  the 

Patent  and  Trademark  Assignments  on  the 

Web  System  on  the 

United  States  Patent  and 

Trademark  Office  Web  Site  -  Revised 

The  Patent  and  Trademark  Assignments  on  the  Web  System, 
announced  in  the  Official  Gazette  of  August  26,  2003,  will  be 
deployed  to  the  United  States  Patent  and  Trademark  Office 
Web  Site  in  two  phases.  The  first  phase.  Trademark  Assign- 
ments on  the  Web.  will  be  deployed  on  December  1,  2003.  The 
second  phase,  Patent  Assignments  on  the  Web,  will  be  de- 
ployed on  January  26,  2(X)4. 

Please  refer  to  1273  OG  163.  August  26,  2003,  for  more 
information  concerning  the  Patent  and  Trademark  Assignments 
on  the  Web  System. 


November  14,  2003 


KAY  H.  MELVIN 

Executive  for 

Customer  Information  Services 


^       '  Notice  of  Availability  of  the 

Patent  and  Trademark  Assignments  on  the 

Web  System  on  the  United  States 

Patent  and  Trademark  Office  Web  Site 

Notice  is  hereby  given  that  on  or  about  September  29,  2003, 
the  Patent  and  Trademark  Assignments  on  the  Web  System  will 
be  made  available  on  the  United  States  Patent  and  Trademark 
Office  web  site  at  www.uspto.gov. 

Current  United  States  Patent  and  Trademark  Office 
(USPTO)  electronic  databases  available  to  the  public  on  the 
USPTO  web  site  display  assignment  information  provided  by 
the  applicant  at  the  time  of  patent  grant,  patent  application 
publication,  or  trademark  registration.  This  information  may 
not  have  been  recorded  with  the  USPTO.  Recorded  assignment 
information  has  only  been  available  on-site  in  the  USPTO 
search  facilities  in  Arlington,  Virginia,  resulting  in  limited 
public  access.  The  USPTO  plans  to  expand  access  to  recorded 
assignment  information  maintained  in  the  USPTO  assignment 
databases  through  the  USPTO  website. 

Providing  the  public  with  electronic  access  to  recorded 
assignment  information  via  the  Internet  is  in  accordance  with 
the  USPTO' s  continuing  commitment  to  e-Govemment.  Spe- 
cifically, availability  of  this  information  continues  USPTO 's 
successful  efforts  to  place  patent  and  trademark  information  on 
the  web  site  for  public  access.  Access  to  recorded  assignment 
records  complements  the  patent  and  trademark  data  records 
currently  available  on  the  USPTO  web  site. 

The  Patent  and  Trademark  Assignments  on  the  Web  System 
will  provide  access  to  assignment  information  recorded  at  the 
USPTO  for  patent  application  publications,  patent  grants, 
trademark  applications,  and  trademark  registrations.  All  patent 
assignments  recorded  at  the  USPTO  after  August  1980  and  all 
trademark  assignments  recorded  at  the  USPTO  after  1955  can 
be  accessed  through  this  system.  The  Patent  and  Trademark 
Assignments  on  the  Web  System  will  be  updated  in  a  real  time 
environment,  within  minutes  after  a  patent  or  trademark 
assignment  is  recorded. 

The  Patent  and  Trademark  Assignments  on  the  Web  System 
provides  all  publicly  available  information  recorded  at  the 
USPTO  related  to  each  assignment  recordation.  If  multiple 
properties  (patent  or  trademark)  are  associated  with  a  particu- 
lar assignment  recordation,  the  system  displays  all  data  within 
that  assignment  provided  the  information  is  open  to  public 
inspection.  Data  from  pending  patents  is  redacted  (omitted)  in 
the  display.  In  addition,  if  a  patent  or  trademark  property  has 
been  recorded  in  the  USPTO  more  than  once,  all  recorded 
assignment  data  will  be  retrieved  and  displayed.  Cross-refer- 
ences to  additional  details  associated  with  the  assignor  and/or 
assignee  names  will  also  be  available. 

The  Patent  and  Trademark  Assignments  on  the  Web  System 
offers  searching  by  indexed  search  fields  related  to  recorded 
assignment  documents.  Searchable  patent  assignment  fields 
are:  patent  number,  publication  number,  assignor  name,  as- 
signee name,  and  reel/frame  number.  Searchable  trademark 
assignment  fields  are:  serial  number,  registration  number, 
assignee  name,  assignor  name,  applicant  name,  registrant 
name,  and  reel/frame  number.  The  search  results  for  both 
patents  and  trademarks  will  display  the  reel/frame  number, 
property  numbers,  conveyance  data,  assignor  name,  assignee 
name,  correspondence  address,  and  recorded  and  execution 
dates.  Unique  patent  bibliographic  information  associated  with 
the  assignment  that  will  be  displayed  is  the  issue  or  publication 
date  and  the  inventor.  Unique  trademark  bibliographic  infor- 
mation associated  with  the  assignment  that  will  be  displayed  is 
the  registration  date  and  the  applicant. 

Information  available  in  the  Patent  and  Trademark  Assign- 
ments on  the  Web  System  is  based  on  the  data  provided  to  the 
Assignment  Division  in  the  Office  of  Public  Records.  USPTO 
does  not  make  a  determination  as  to  validity  of  the  assignment 
submitted  for  recordation.  Additionally  there  is  no  effort  to 
standardize  names  of  assignors  or  assignees;  names  are  re- 
corded as  provided. 

FOR  FURTHER  INFORMATION  CONTACT:  Customer 
Information  Services  by  e-mail  at  CIS@uspto.gov,  by  tele- 
phone at  (800)  786-9199,  or  by  fax  at  (703)  306-2737. 

KAY  H.  MELVIN 

Executive  for 

Customer  Information  Services 
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THE  RETENTION  SCHEDULE  FOR  TRADEMARK  RECORDS 


As  with  most  government  agencies,  the  Patent  and  Trademark  Office  disposes  of  old  files,  papers  and  records  pursuant  to  a 
specific  schedule.  In  an  eifort  to  clarify  any  questions  concerning  the  procedures  for  disposing  of  Trademark  records  and  in 
response  to  public  inquiries,  the  present  Retention  Schedule  for  Trademark  Records  and  other  records  including  trademark  matters 
which  may  be  of  interest  to  the  public  is  set  forth  as  follows: 

International  Intellectual  Property  Activities  Case  Files.  Project  PERMANENT.  Transfer  to  FRC  5  years  after  close  of  case.  Offer 
case  files  showing  Patent  and  Trademark  Office  activity  relating  to  to  National  Archives  when  25  years  old. 
problems  concerning  the  protection  of  intellectual  property 
throughout  the  world.  Includes  correspondence  with  private  indi- 
viduals, the  Department  of  State  and  other  countries;  reports, 
records  of  international  meetings  concerning  patents;  trademarks 
and  other  matters  pertaining  to  the  protection  of  intellectual 
property  throughout  the  world;  and  other  materials  relating  to 
international  affairs. 

Proposed  Intellectual  Property  Legislation  Files.  Documents  accu-    PERMANENT.  Transfer  to  FRC  after  5  years.  Offer  to  National 
mulated  in  the  preparation  and  processing  of  legislation  proposed    Archives  when  25  years  old. 
by  or  in  the  interests  of  the  Patent  and  Trademark  Office.  Includes 
drafts  of  legislation,  reports  to  committees  on  introduced  legisla- 
tion, and  comments  on  legislative  proposals. 

Trademark  Adversary  Proceedings  Files.  Consists  of  Trademark  The  past  schedule  to  destroy  after  10  years  is  in  the  process  of  being 
Opposition,  Cancellation,  Interference,  and  Concurrent-Use  pro-  changed.  At  this  time,  these  records  are  not  being  disposedof 
ceedings  files.  pending  the  new  amendment  to  this  section. 

Canceled  Trademark  Registration  Files.  Consists  of  original  appli-    Destroy  2  years  after  the  date  of  cancellation, 
cation  and  all  related  correspondence. 

Expired  Trademark  Registration  Files.  Consists  of  original  appli-    Destroy  2  years  after  expiration  of  registration, 
cation  and  all  related  correspondence. 

Abandoned  Trademark  Application   Files.    Consists   of  original    Destroy  2  years  after  date  of  abandonment, 
application  and  all  related  correspondence. 

Trademark  Renewal  Index.  Index  to  trademark  registration  that  are  PERMANENT.  Offer  to  National  Archives  when  no  longer  needed 
renewed.  for  reference. 

Indexes  to  Trademark  Applications.  Index  shows  applicant's  name, 
serial  number  of  application,  filing  date,  name  of  mark  description 
of  goods,  attorney's  name,  and  final  disposition  of  the  application. 


A.  Applicant's  Index. 


PERMANENT.  Offer  to  National  Archives  when  no  longer  needed 
for  reference. 


B.  Serial  Index. 


PERMANENT.  Offer  to  National  Archives  when  no  longer  needed 
for  reference. 


Proceedings  Index  to  Trademark  Adversary  Proceedings.  Index    Destroy  3  years  after  termination  of  the  proceeding, 
arranged  by  type  of  proceeding.  Shows  status  of  proceeding  prior  to 
and  immediately  after  a  decision  by  the  Board. 

Trademark  Adversary  Proceeding  Records.   Card   file   showing    PERMANENT.  Offer  to  National  Archives  when  no  longer  needed 
records  of  Trademark  Adversary  Proceedings.  for  reference. 

Trademarks  Published  in  Official  Gazette.  Clippings  of  marks  from 
Official  Gazette. 


a.  Those  which  have  been  opposed. 


Retain  in  agency  until  no  longer  needed  for  reference. 


b.  All  others. 


Destroy  when  mark  is  registered. 


Trademark  Registrant's  Index.   Index  to  Trademark  registrant's    PERMANENT.  Offer  to  National  Archives  when  no  longer  needed 

name,  includes  serial  and  registration  numbers,  date  of  registration,    for  reference. 

line  of  goods  and  other  related  information.  
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Class  of  Goods  Index.  Card  index  used  to  indicate  into  what  class    Destroy  after  information  transferred  to  magnetic  media, 
any  conceivable  goods  may  fall. 

Index  to  Trademark  Trial  and  Appeal  Board  Cases.  Record  of   PERMANENT.  Offer  to  National  Archives  when  no  longer  needed 
trademark  trial  and  appeal  board  cases.  for  reference. 

Public  Advisory  Committee  for  Trademark  Affairs  Files. 

a.  Agenda,  minutes,  correspondence,  reports  and  related  support-    PERMANENT.  Transfer  to  Federal  Records  when  10  years  old. 
ing  files.  Offer  to  National  Archives  when  25  years  old. 

b.  Paper  and  reference  materials.  Destroy  when  10  years  old  or  no  longer  needed  for  reference, 

whichever  is  sooner. 

Seminar  in  Trademark  Practice  and  Procedure  Files.  Record  set  of   PERMANENT.  Transfer  to  Federal  Records  Center  when  10  years 
training  materials  used  in  training  trademark  examiners.  old.  Offer  to  National  Archives  when  25  years  old. 

Trademark  Petitions  Files.  Petitions  to  the  Commissioner  relating 
to  trademarks  with  related  materials. 

a.  Original  Petitions  in  trademark  case  file.  Dispose  of  with  related  case  file. 

b.  Other  copies.  Destroy  when  2  years  old. 

Trademark  Protest  Letters.  Letters  of  protest  to  the  Commissioner   Destroy  when  no  longer  needed  or  when  three  years  old,  whichever 
related  to  trademarks.  is  earlier. 

International  Patent  and  Trademark  Activities  Case  Files.  Project    PERMANENT.  Transfer  to  office  responsible  for  international 
case  files  showing  Patent  and  Trademark  OfSce  activity  relating  to    affairs  after  case  is  closed, 
international  patent  and  trademark  programs. 

a.  Records  that  supplement  the  International  Property  Activities    Destroy  5  years  after  close  of  case  or  sooner  if  no  longer  needed. 
Case  Files  (Item  103). 

b.  Other  materials.  PERMANENT.  Transfer  to  FRC  5  years  after  close  of  case.  Offer 

to  National  Archives  when  25  years  old. 

International  Intellectual  Property  Activities  Case  Files.  Project  PERMANENT.  Transfer  to  FRC  after  5  years.  Offer  to  National 
case  files  showing  Patent  and  Trademark  Office  activity  relating  to  Archives  when  25  years  old. 
problems  concerning  the  protection  of  intellectual  property 
throughout  the  world.  Includes  correspondence  with  private  indi- 
viduals, the  Department  of  State  and  other  countries;  reports; 
records  of  international  meetings  concerning  patents,  trademarks 
and  other  matters  pertaining  to  the  protection  of  intellectual 
property  throughout  the  world;  and  other  materials  relating  to 
international  affairs. 

Proposed  Intellectual  Property  Legislation  Files.  Documents  accu-    Destroy  30  days  after  applicant  is  notified  that  the  specimens  are 
mulated  in  the  preparation  and  processing  of  legislation  proposed    unacceptable,  unless  picked  up  sooner  by  the  applicant, 
by  or  in  the  interest  of  the  Patent  and  Trademark  Office.  Includes 
drafts  or  legislation,  reports  to  committees  on  introduced  legisla- 
tion, and  comments  on  legislative  proposals. 

Bulky  Trademark  Specimens.  Trademark  applications  specimens 
which  do  not  strictly  meet  the  basic  requirements  for  physical  form 
of  specimens  which  state: 

1 .  That  they  be  made  of  material  suitable  for  being  placed  inside 
a  manila  file  wrapper. 

2.  That  they  be  capable  of  being  arranged  flat,  such  as  being 
folded. 
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3.  That  they  be  of  a  size  not  to  exceed  8  1/2  inches  wide  by  13 
inches  long.  (Rule  2.56). 


These  requirements  provide  for  specimens  which  will  fit  inside  the 
application  file  wrapper,  which  is  9  x  14  inches  in  size  and  winch 
will  conveniently  expand  to  about  one  inch  thickness. 


Specimens  which  do  not  meet  the  above  requirements  are  referred 
to  as  "bulky"  specimens  and  the  Examiner  must  require  that  they  be 
replaced  by  specimens  of  acceptable  size  and  shape. 


February  28,  1979 


SAUL  LEFKOWITZ 

Acting  Assistant  Commissioner 

for  Trademarks 
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Proposed  Records  Control  Schedule 


As  with  most  government  agencies,  the  Patent  and  Trade- 
mark Office  periodically  updates  the  schedule  it  uses  to  dispose 
of  old  files,  papers  and  records.  Set  forth  below  is  a  recent 
update  of  the  Patent  and  Trademark  Office's  Records  Control 
Schedule.  The  schedule  is  currently  being  reviewed  by  the 
National  Archives  and  Records  Administration  and,  following 
its  approval,  will  constitute  the  basis  for  disposing  of  Patent 
and  Trademark  Office  records. 

Any  comments  or  questions  related  to  the  proposed  schedule 
should  be  directed  to  John  Hassett,  (703)  557-0183.  Written 
comments  should  be  mailed  to: 

John  Hassett,  Director 
Patent  and  Trademark  Office 
Crystal  Plz.  1,  Lobby 
Washington,  D.C.  20231 


June  17,  1986 


THERESA  A.  BRELSFORD 

Assistant  Commissioner 
for  Administration 


Commissioner's  and  Deputy  Commissioner's  Records 

1.  Commissioner's  Correspondence  and  Subject  Files.  Corre- 
spondenceto  and  from  other  public  officials,  members  of  the 
public,  and  the  Patent  and  Tradmark  Office  staff;  reports; 
special  investigations  andsurvey  reports;  and  related  materials. 
(See  index  under  Item  3). 

PERMANENT.  Transfer  to  Federal  Records  Center  when 
5  years  old.  Offer  to  National  Archives  when  25  years  old. 

2.  Reports  to  the  Commissioner  Reports  received  by  theCom- 
missioner  from  the  Patent  and  Trademark  Office  staff  andmain- 
tained  as  separate  series. 

PERMANENT.  Transfer  to  Federal  Records  Center  when 
5  years  old.  Offer  to  National  Archives  when  25  years  old. 

3.  Index  to  Commissioner's  Correspondence  and  Subject  Files. 
Card  index  to  records  described  under  Item  1. 

PERMANENT.  Transfer  to  Federal  Records  Center  with 
related  files. Offer  to  National  Archives  with  related  files. 

4.  Deputy  Commissioner's  Correspondence  and  Subject  Files. 
Correspondence  to  and  from  other  public  officials,  members 

of  thepubUc,  and  the  Patent  and  Trademark  Office  staff,  with 
relatedmaterials  (exclusive  of  records  retained  in  Item  1). 
PERMANENT.  Transfer  to  Federal  Records  Center  when 
5  years  old.  Offer  to  National  Archives  when  25  years  old. 

5.  Policy  Documentation  Files.  Formal  policy  and  procedura- 
lissuances,  current  and  obsolete,  such  as  organizational  charts- 
,regulations,  orders,  circulars,  manuals,  and  other  types  ofdi- 
rectives,  with  related  forms,  recommendations, 
endorsements,clearances  and  comments. 

PERMANENT.  Transfer  to  FRC  when  obsolete.  Offer  to 
National  Archiveswhen  25  years  old. 


6.  Work-Flow  Control  and/or  Statistical  Reports  Files.  Various 
periodic  statistical  reports  used  to  show  the  flow  of  work 

throughthe  Patent  and  Trademark  Office  and  the  printers,  such 
as  PALM,  TRAM,PMS  Statistical  Reports  on  Patents  to 
printers,  and  similar  reports.  Destroy  when  5  years  old  or 
sooner  if  no  longer  needed. 

7.  Production  and  Pendency  Reports  Files.  Quarterly,  monthly, 
andbiweekly  statistical  reports  prepared  to  show  the  produc- 
tion andquality  output  of  examiners  and  clerks  and  the  status  of 
the  assignedprojects.  Reports  are  mainly  used  to  evaluate  the 
efficiency  ofpersonnel  for  promotion  purposes. 

a.  Office  of  Assistant  Commissioners  or  equivalent. 
Transfer  to  FRC  when  5  years  old.  Destroy  when  10 
years. 

b.  Other  Offices. 

Destroy  when  updated  report  is  received. 

8.  Special  Studies  Files.  Report  on  special  studies  surveys, 
andinspections  of  operations,  management  and  systems  with 
related  papersshowing  their  inception,  scope,  procedure  and 
results. 

PERMANENT.  Transfer  to  FRC  when  10  years  old.  Offer 
to  NationalArchives  when  25  years  old. 

9.  Narrative  and  Statistical  Reports  Files.  Annual  or  otherpe- 
riodic  narrative  and  statistical  reports. 

a.  Reports  to  the  Office  of  the  Commissioner  and  the 
Offices  ofthe  Assistant  Commissioners. 
PERMANENT.  Transfer  to  FRC  when  10  years  old. 
Offer  to  the  NationalArchives  when  25  years  old. 

b.  Other  Offices. 

Destroy  when  5  years  old. 

10.  Internal  Administrative  Files.  Administrative  operations 
filesof  organizational  offices,  consisting  of: 

a.  Correspondence  concerning  routine  or  temporary  inter 
nal  administrative  matters. 

Destroy  when  2  years  old. 

b.  Office  personnel  files. 

Destroy  after  separation  of  employee. 

c.  Completed  requisitions  for  services,  supplies  and 
equipment,  and  travel  documents. 

Destroy  1  year  after  action  is  completed. 

d.  Records  pertaining  to  charity  drives,  bond  campaigns, 
blood  donations,  and  other  voluntary  activities. 
Destroy  on  completion  of  program. 

e.  Hand  receipt  files. 

Destroy  when  property  is  accounted  for. 

f.  Suspense  files. 

Destroy  when  purpose  is  served. 

g.  Chronological  files. 
Destroy  when  2  years  old. 

11.  Program  Planning  and  Evaluation  Files.  Files  showing 
theoverall  development  of  Patent  and  Trademark  Office  plans 
and  theevaluation  of  their  effectiveness.  Included  are  one  copy 
of  eachstaff  study,  evaluation  report,  system  study,  and  relat- 
edcorrespondence  and  background  materials. 
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PERMANENT.  Transfer  to  FRC  when  10  years  old.  Offer 
to  NationalArchives  when  30  years  old. 

12.  Surplus  Property  Case  Files.  Case  files  on  disposal  of 
surplusreal  and  related  personal  property. 

Transfer  to  FRC  3  years  after  close  of  file.  Destroy  10 
years  afterclose  of  file. 

13.  Excess  Real  Property  Reports.  Reports  of  real  property 
withrelated  papers. 

Destroy  when  10  years  old. 

14.  Budget  Policy  and  Procedure  Correspondence  Files.Cor- 
respondence  files  showing  Patent  and  Trademark  OfiBce  policy 
andprocedure  governing  budget  administration,  and  re- 
flectingexpenditures  for  Patent  and  Trademark  OflBce  pro- 
grams. 

PERMANENT.  Transfer  to  FRC  when  10  years  old.  Offer 
to  NationalArchives  when  25  years  old. 

15.  Budget  Estimates  Files.  File  copies  of  budget  estimated- 
comprising  appropriation  language  sheets,  narrative  state- 
ments, andrelated  schedules  and  data. 

PERMANENT.  Transfer  to  FRC  after  10  years.  Offer  to 
National  Archives  when  25  years  old. 

16.  Records  Disposition  Files.  Descriptive  inventories,  dis- 
posalauthorizations,  schedules  for  retirement  of  records  and- 
correspondence  or  memoranda  relating  to  revisions. 

PERMANENT.  Offer  to  National  Archives  when  25  years 
old  or  when  nolonger  needed,  whichever  is  longer. 

17.  Forms  Files.  One  copy  of  each  form  with  data  showing 
theinception  and  scope  of  the  form,  the  program  or  adminis- 
trativepurpose  of  the  form,  and  the  related  procedure  instituted, 
revised, superseded,  or  canceled. 

PERMANENT.  Offer  to  National  Archives  when  25  years 
old  or  when  nolonger  needed,  whichever  is  longer. 

18.  Systems  Development  Program  Files.  Program  docu- 
ments,schedules,  and  correspondence  pertaining  to  the  execu- 
tion, review,and  analysis  of  Patent  Office  research  and  devel- 
opment programs,  andrelating  to  the  general  planning  and 
supervision  of  the  programs. 

PERMANENT.  Transfer  to  FRC  5  years  after  completion 
to  program.  Offer  to  National  Archives  20  years  later  or 
when  25  years  old,  whichever  is  sooner. 

19.  Systems  Development  Task  Force,  Committee,  and  Board 
Files. Agendas,  directives,  minutes  of  meetings,  and  related 
papers,  of  TaskForces,  Committees,  Board,  etc.  of  which  the 
Patent  Office  serves  asSecretary,  or  Chairman  thereof. 

PERMANENT.  Transfer  to  FRC  5  years  after  close  of  file. 
Offer  toNational  Archives  20  years  later  or  after  25  years 
old,  whichever  is  sooner. 

20.  Technical  Report  Files.  One  copy  of  each  technical  report 
ofunpublished  manuscript  or  report  prepared  in  connection 
with  aproject,  terminal  narratives,  statistical  and  graphic  com- 
plications,summarizations,  analyses,  and  related  papers. 

PERMANENT.  Transfer  to  FRC  when  5  years  old.  Offer 
to  NationalArchives  when  25  years  old. 

21.  Systems  Development  Project  Case  Files.  Project  case 
filesreflecting  a  complete  history  of  each  project  from  initiation 
throughresearch,  development,  design,  and  testing  to  comple- 
tion. 

PERMANENT.  Transfer  to  FRC  5  years  after  completion 
or  terminationof  project.  Offer  to  National  Archives  when 
25  years  old. 

ADP  Records 
(also  in  GRS  20) 

22.  ADP  Planning  Documents  Files.  Planning  documents 
consisting  ofmaster  plan,  feasibility  studies  with  associated 
charts  and  diagrams,and  supporting  data  that  reflect  on  char- 
acteristics of  the  dataautomation  activity. 

PERMANENT.  When  no  longer  needed  or  used  offer  to 
National  Archiveswith  related  materials. 


23.  ADP  Program  Management  Files.  Program  management 
documentsconsisting  of  the  development  of  plans,  policy,  and 
proceduresgoveming  the  conversion  of  electrical  machine 
operations  and  thesupervision,  control,  coordination,  and  op- 
eration of  themechanization  program. 

PERMANENT.  Offer  to  National  Archives  with  related 
materials. 

24.  ADP  Standardizations  Files.  Standardization  files  con- 
sistingof  data  elements  and  codes,  standardization  requests, 
andjusification  for  all  data  systems  developed  by  or  for  the 
PatentOffice. 

PERMANENT.  Offer  to  National  Archives  with  related 
materials. 

25.  ADP  Data  Systems  Planning  Files.  Documents  containing- 
definition  of  the  system. 

PERMANENT.  Offer  to  National  Archives  with  related 
materials. 

26.  ADP  Information  Retrieval  System  Master  Reference  File. 
Magnetic  media  containing  an  index  to  patents  and  trademarks 
andpublications. 

PERMANENT.  Offer  to  National  Archives  on  termination 
of  Patent  andTrademark  Office. 

27.  Publication  Tape  File.  Magnetic  media  which  are  repro- 
duced anddisseminated  as  publication  or  used  for  reproducing 
a  printedpublication. 

PERMANENT.  Offer  to  National  Archives  when  publi- 
catiion  needs  cease. 

Patent  Records 

28.  Advertising  Files.  Copies  of  proposed  advertising  matter- 
,circulars,  letters,  cards,  and  related  correspondence  intended 
tosolicit  patent  business  and  submitted  by  registrants  as  re- 
quired byregulations. 

Destroy  when  25  years  old. 

29.  Complaint  Files.  Case  files  relating  to  complaints 
madeagainst  attorneys  registered  to  practice  before  the  Patent 
Office. 

Destroy  on  death  of  attorney. 

30.  Board  of  Appeals  Decisions  Files.  Copies  of  Board  of 
Appealsdecisions  with  related  background  materials. 

a.  Cases  patented. 

Destroy  10  years  after  patent  issued. 

b.  All  others. 

Destroy  10  years  after  appeal  is  decided. 

31.  Indexes  to  Appeal  Cases.  Indexes,  arranged  in  various 
ways,  to  the  appeal  cases. 

Destroy  30  years  after  date  of  appeal. 

32.  Declaration  of  Assistance  Received  Files.  Form  received 
fromapplicants  showing  assistance  received,  if  any,  in  the 
preparation  ofapplication  for  patent  (PTOL-284). 

33.  Academy  Lecture  Files.  Lectures  prepared  by  the  Staff 
forpresentation  at  the  Academy.  (These  lectures  are  updated 
periodicallyto  reflect  the  changing  views  of  the  Patent  and 
Trademark  Office) 

a.  Historical  Sample 

PERMANENT.  Retain  1  copy  of  each  basic  lecture  and  of 
any  majorchanges  made  to  it.  Offer  to  NARS  when  25 
years  old. 

b.  All  other  copies. 
Destroy  when  obsolete. 

34.  Academy  Training  Sessions  Files.  Background  materials 
relatingto  each  session  of  the  Patent  Office  Academy,  including 
names  ofattendees  and  instructors,  schedule  of  classes,  evalu- 
ation sheets,and  related  materials. 

PERMANENT.  Offer  to  National  Archives  when  25  years 
old. 

35.  Academy  Examinations  Files.  Completed  examinations  of 
personsattending  the  Academy. 

Destroy  when  1  year  old. 
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36.  Academy  Application  Files.  Applications  for  training  in 
theAcademy,  including  memoranda  of  agreement  and  personal 
historystatements. 

Destroy  when  2  years  old. 

37.  Academy  Correspondence  File.  Correspondence  relating  to 
thecourses  offered  by  the  Patent  Ofl&ce  Academy. 

Destroy  when  5  years  old. 

38.  Disclosure  Document  File.  Documents  submitted  by  in- 
ventors asevidence  of  the  date  of  conception  of  an  invention. 

a.  Disclosure  Documents  referred  to  in  a  separate  letter  in 
arelated  patent  appUcation  filed  within  two  years. 

Dispose  of  with  related  patent  application. 

b.  Disclosure  Documents  not  referred  to. 
Destroy  when  2  years  old. 

39.  Disclosure  Documents  Index.  Cross-reference  index  toDis- 
closure  Documents  maintained  by  inventor's  name  and  in- 
cludes DDnumber  and  date  of  receipt. 

Destroy  with  related  DD's. 

40.  Index  to  Patents  Available  for  License  or  Sale.  Index 
createdwhen  a  patent  is  made  available  for  license  or  sale, 
issued  to  theU.S.  Government  or  dedicated  to  the  Public. 

Destroy  when  no  longer  needed  for  reference. 

41.  General  Correspondence  File.  Consists  mainly  of  inquiries 
andrequests  for  information  and  publications.  Also  inclu- 
descorrespondence  regarding  the  "Register  of  Patents  Avail- 
able forLicense  or  Sale." 

Destroy  when  3  years  old. 

42.  Foreign  Filing  Licensing  Documents.  Petitions  to  theCom- 
missioner  of  Patents  and  Trademarks  for  license  to  fileappli- 
cations  for  patents  in  foreign  countries. 

Destroy  25  years  after  date  of  issue. 

43.  Indexes  to  Foreign  Filing  Licensing  Documents.  Indexes  to 
licensing  documents  described  in  Item  43. 

Destroy  25  years  after  issue. 

44.  Transmittals  to  Other  Agencies  Files.  Copies  of  transmit- 
talletters  to  other  agencies  enclosing  correspondence  and 
relatedenclosures  sent  to  the  Patent  and  Trademark  Ofi&ce  for 
servicesrendered  by  other  agencies,  such  as  copyright  infor- 
mation andrequests  for  publications  from  the  Government 
Printing  Office. 

Destroy  when  1  year  old. 

45.  D-1  Files.  Files  relating  to  patent  applications  which 
mayhave  a  bearing  on  national  security.  Files  usually  consist  of 
formlisting  serial  number  of  application  filing  date,  examining 
unit,title  of  invention,  attorney  assignee,  and  the  concurrences 
listingthe  recommendation,  signature,  agency,  and  date;  a 
memorandum  sunmiaryindicating  whether  a  secrecy  order  is 
required;  the  defense  agency' srequest  for  a  secrecy  order;  the 
secrecy  order  issued;  and  relatedmaterials. 

Destroy  35  years  after  date  of  receipt  for  review. 

46.  Drawing  Correction  Slips.  Index  arranged  by  serial  number 
ofapplication  and  used  to  locate  orders  for  correction  of 
drawings. 

Destroy  when  2  years  old. 

47.  Inventor's  Index  to  Patent  Applications.  Index  arrangedal- 
phabetically  by  name  of  the  inventor.  Each  slip  shows  thein- 
ventor's  name  and  residence,  title  of  the  invention,  name 
andaddress  of  the  attorney,  application  serial  number  and  the 
filing  date  of  the  application. 

PERMANENT.   Offer  to   National  Archives   when  no 
longer  needed  forreference. 

48.  Numerical  (serial)  Index  to  Patent  Applications.  Indexar- 
ranged  by  the  serial  number  assigned  to  the  application. 

PERMANENT.   Offer  to   National  Archives   when  no 
longer  needed  forreference. 

49.  Assignment  Document  Files  and  Index.  Copies  of  docu- 
mentsassigning  and  transferring  from  one  party  to  another  the 
rights,title,  and  interest  to  trademarks  and  inventions  and  the 
letterspatent  obtained  therefrom  with  related  indexes. 

PERMANENT.  Offer  to  the  National  Archives  when  no 
longer  needed  forcurrent  business.  '  '   •    —— - 


50.  Indexes  to  Government  Interests.  Indexes  to  patents  in 
whichthe  Federal  government  has  an  interest  by  virtue  of  either 
ofownership  of  the  application  or  resulting  patent,  thru  assign- 
ment, orreceipt  of  a  license. 

a.Govemment  Agency  Index. 

PERMANENT.  Offer  to  National  Archives  when  no 
longer  needed  forreference. 

b.  Patent  Number  Index. 

Destroy  when  no  longer  needed  for  reference. 

c.  Assignor  Index. 

Destroy  when  no  longer  needed  for  reference. 

51.  Petitions  to  the  Commissioner  Petitions  to  the  Commis- 
sionerconceming  patent  applications. 

a.  Original  petitions  in  patent  case  file. 
Dispose  of  with  related  case  file. 

b.  Other  copies. 

Destroy  when  2  years  old. 

52.  Patent  Protest  Letters.  Protest  to  the  grant  of  a  patent  (Rule 
291). 

a.  Letters  filed  in  patent  case  file. 
Dispose  of  with  related  case  file. 

b.  Others. 

Destroy  when  5  years  old. 

53.  Patent  Docket  Cards.  Cards  used  to  control  patentapplica- 
tions. 

Destroy  when  6  months  old. 

54.  Classifications  Definitions  Files.  One  copy  of  each  issuan- 
ceof  Classifications  Definitions,  with  related  background  pa- 
pers. 

PERMANENT.  Transfer  to  FRC  when  10  years  old.  Offer 
to  NationalArchives  when  30  years  old. 

55.  Canceled  Drawings.  Drawings  that  were  canceled  because 
they  did  not  meet  Patent  and  Trademark  Office  specifications. 
Copy  of  drawing  is  filed  with  application. 

Destroy  5  years  after  filing  date. 

56.  Abandoned  Patent  Application  Files.  Patent  applications 
thatdid  not  result  in  a  patent. 

a.  Those  that  are  retained  because  they  are  referred  to  in 
anotherapplication  that  may  have  become  patented. 

Dispose  of  with  patent  file  in  which  cited. 

b.  All  others. 

Destroy  when  20  years  old. 

57.  Patent  Files.  Case  files  showing  the  prosecution  ofappli- 
cation for,  and  the  granting  of,  a  patent.  Includes  the  original- 
application,  copy  of  drawing,  and  all  material  relating  to 
theprosecution  of  the  application  and  subsequent  actions  by  the 
Patentand  Trademark  Office. 

a.  Files  selected  by  the  Commissioner  of  Patents  and 
Trademarks  orthe  Archivist  of  the  U.S. 

PERMANENT.  Transfer  to  Federal  Records  Center  when 
10  years  old.Offer  to  National  Archives  when  40  years 
old. 

b.  All  others. 

Destroy  when  35  years  old. 

58.  Patent  File  Charge -out  Records.  Record  showing  name  of 
personcharging  out  a  patent  file. 

Destroy  ^er  file  is  returned  and  all  papers  are  determined 
to  be  in  file. 

59.  Statistical  Reports  on  Patents  to  Printers  Files.  Weeklys- 
tatistical  report  to  management  concerning  the  number  of 
patents  sent  to  the  printers  and  the  amount  of  backlog. 

a.  Original  Report. 
Destroy  when  5  years  old. 

b.  Operating  Unit  Copy. 
Destroy  when  2  years  old. 

60.  Quality  Review  of  Sample  of  Allowed  Applications. 
Recordsrelating  to  the  examination  of  allowed  applications 
sampled  forquality  review,  includes  query  to  the  examining 
group  and  theirreply. 

Destroy  1  year  after  ultimate  disposition  of  related  case. 
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61.  Sample  Pull-Rate  Files.  Form  showing  which  of  the 
allowedapphcations  are  to  be  selected  for  the  quality  review 
sample,includes  the  pull  rate  and  list  of  apphcations  by  serial 
number. 

Destroy  when  1  year  old. 

62.  Printer-Waiting  Register  Files.  Register  showing  status 
ofQuery  Disposition  Records  return  to  a  group  for  reply. 

Destroy  when  1  year  old. 

63.  Query  Disposition  Record  Files.  Form  used  to  retum- 
printer-waiting  cases  to  a  group  for  answer  to  a  specific  query. 

Destroy  6  months  after  query  is  returned. 

64.  Batch  Control  Sheet  for  Allowed  Cases  Files.  Form  uses 
asinput  to  PALM  System  showing  routing  control  and  batch 
contents,  suchas  PTO  Form  1238-1. 

Destroy  when  1  year  old. 

65.  Checklist  for  Applications  Allowed  by  Examiner  File.  Form 
usedin  completing  a  final  review  of  allowed  applications 
before  sendingto  the  printer,  such  as  PTO  Form  1167. 

Destroy  when  1  year  old. 

66.  Patent  Interference  Files.  Case  files  produced  in  the 
processof  resolving  of  adjudicating  conflicts  arising  between 
parties  inthis  matter  of  priority  of  invention. 

a.  Cases  that  reach  the  hearing  stage. 

PERMANENT.  Transfer  to  Federal  Records  Center  when 
10  years  old. Offer  to  National  Archives  when  40  years 
old. 

b.  Cases  that  are  abandoned  before  reaching  a  hearing. 
Destroy  when  40  years  old. 

67.  Board  of  Interference  Decisions.  Copies  of  Board  oflnter- 
ference  Decisions. 

PERMANENT.  Offer  to  the  National  Archives  when  40 
years  old. 

68.  Index  to  Patent  Interferences.  Arranged  numerically  by- 
interference  number.  Shows  names  of  parties  involved,  appli- 
cationserial  number  and/or  patent  numbers  involved,  subject 
ofinterference,  sections,  date  of  hearings,  decisions  rendered, 
andother  remarks. 

PERMANENT.  Offer  to  National  Archives  when  40  years 
old. 

69.  Iruiex  to  Interference  Exhibits.  Describes  exhibits  in 
eachinterf erence . 

Destroy  when  40  years  old. 

70.  Proceedings  Under  AEC  and  NASA  Acts.  Separate  series 
ofinterference  files  relating  to  the  SEC  and  NASA  Acts. 

Dispose  of  with  related  patent  files. 

71.  Settlement  Agreements.  Files  relating  to  the  settlement 
agreedto  by  parties  in  the  interference. 

Dispose  of  with  related  interference  case  file. 

72.  Court  Cases.  Proceedings  in  cases  where  the  Commis- 
sioner is  a  party  of  a  civil  suit. 

a.  Cases  selected  by  the  Sohcitor  as  being  precedent  setting 
orof  historical  or  political  significance. 

PERMANENT.  Offer  to  the  National  Archives  when  30 
years  old. 

b.  All  other  cases. 

Destroy  when  30  years  old. 

73.  Index  to  Court  Cases.  Card  index  to  cases  described  under 
Item  72. 

Retain  in  agency  until  no  longer  needed  for  reference. 

74.  Roster  of  Registered  Patent  Attorneys  and  Agents.  Print- 
outlisting  registered  patent  attorneys  and  agents. 

Destroy  after  undated  fisting  is  received. 

75.  Case  Folders  of  Registered  Attorneys  and  Agents.  Appli- 
cationfolders  of  the  attorneys,  agents,  or  firms  registered  to 
practicebefore  the  Patent  and  Trademark  Office. 

Destroy  on  death  of  attorney  or  agent. 


76.  Unsuccessful  Application  for  Registration  to  Practice 
beforethe  Patent  and  Trademark  Office.  Application  folders  of 
thoseapplicants  who  failed  to  be  registered. 

Destroy  5  years  after  date  of  examination. 

77.  Examination  Papers  of  Applicants  for  Registration.  Ex- 
aminationanswer  papers  to  applications  for  registration  to 
practice  before  thePatent  and  Trademark  Office. 

Destroy  after  grades  are  recorded. 

Trademark  Records 

78.  Trademark  Examiners  Work  Reports.  Records  showing 
amount  ofwork  processed  by  examiners  in  a  given  time.  Used 
to  evaluateexaminers  work  and  progress. 

Destroy  when  5  years  old. 

79.  Trademark  Adversary  Proceedings  Files.  Consists  of 
TrademarkOpposition,  Cancellation,  Interference,  and  Concur- 
rent-Useproceedings  files. 

Destroy  when  25  years  old.  Check  with  the  Chairman  of 
the  TrademarkTrial  and  Appeal  Board  before  destruction. 
General  Services  shouldgenerate  a  list  of  files  to  be 
destroyed  and  send  to  the  Search  Room  to  destroy 
matching  cards  in  Adversary  Proceeding  file. 

80.  Canceled  Trademark  Registration  Files.  Consists  of  origi- 
nalapplication  and  all  related  correspondence. 

Destroy  2  years  after  the  date  of  cancellation. 

8 1 .  Expired  Trademark  Registration  Files.  Consists  of  origi- 
nalapplication  and  all  related  correspondence. 

Destroy  2  years  after  expiration  of  registration. 

82.  Abandoned  Trademark  Application  Files.  Consists  of 
originalapplication  and  all  related  correspondence. 

Destroy  2  years  after  date  of  abandonment. 

83.  Trademark  Renewal  Index.  Index  to  trademark  registra- 
tions thatare  renewed. 

PERMANENT.  Offer  to  National  Archives  when  no 
longer  needed  forref erence. 

84.  Indexes  to  Trademark  Applications.  Index  shows 
applicant' sname,  serial  number  of  application,  filing  date, 
name  of  markdescription  of  goods,  attorney's  name,  and  final 
disposition  of  theapplication. 

a.  Applicant's  Index. 

PERMANENT.  Offer  to  National  Archives  when  no 
longer  needed  forreference. 

b.  Serial  Index. 

PERMANENT.  Offer  to  National  Archives  when  no 
longer  needed  forreference. 

85.  Proceedings  Iruiex  to  Trademark  Adversary  Proceedings. 
Index  inthe  Trademark  Public  Search  Library  arranged  by  type 
of  proceeding. 

Destroy  card  from  list  sent  by  the  Warehouse  after 
matching  Adversary  Proceeding  file  is  destroyed. 

86.  Trademark  Adversary  Proceedings  Records.  Card  file 
maintainedat  the  Trademark  Trial  and  Appeal  Board,  showing 
records  of  TrademarkAdversary  Proceedings,  with  information 
on  mark,  parties,disposition,  termination  date,  etc. 

PERMANENT.  Offer  to  National  Archives  when  no 
longer  needed  forreference. 

87.  Trademark  Registrant's  Iruiex.  Index  to  Trademark 
registrant' sname,  includes  serial  and  registration  numbers,  date 
of  registration,line  of  goods  and  other  related  information. 

PERMANENT.  Offer  to  National  Archives  when  no 
longer  needed  forreference. 

88.  Index  to  Trademark  Trial  and  Appeal  Board  Ex  Parte 
Ca5^^5.  Record  of  Trademark  Trial  and  Appeal  Board  cases  in  ex 
parte  appeals. 

PERMANENT.  Offer  to  National  Archives  when  no 
longer  needed  forreferences. 

89.  Public  Advisory  Committee  for  Trademark  Affairs  Files. 
Agenda,minutes,  correspondence,  reports,  working  papers, 
referencematerials,  and  related  supporting  files. 

Destroy  when  10  years  old  or  no  longer  needed  for 
reference. 
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90.  Trademark  Petitions  Files.  Petitions  and  decisions  to 
theCommissioner  relating  to  trademarks,  with  related  materi- 
als. 

a.  Original  Petitions  in  trademark  case  file. 
Dispose  of  with  related  case  file. 

b.  Copies  of  petition  decisions  in  petition  number  order  and 
insubject  order  in  the  Assistant  Commissioner's  Office. 

PERMANENT.  Offer  to  the  National  Archives  when  no 
longer  neededfor  references. 

c.  Other  copies. 

Destroy  when  2  years  old. 

91.  Trademark  Protest  Letters.  Letters  of  protest  to  theCom- 
missioner related  to  trademarks. 

Destroy  when  no  longer  needed  or  when  three  years 
old,  whichever  is  earlier. 

Public  Information  and  Service  Records 

92.  International  Intellectual  Property  Activities  Case  File- 
5. Project  case  files  showing  Patent  and  Trademark  Office 
activityrelating  to  problems  concerning  the  protection  of  intel- 
lectualproperty  throughout  the  world.  Includes  correspondence 
with  privateindividuals,  the  Department  of  State  and  other 
countries;  reports ;records  of  international  meetings  concerning 
patents;  trademarks  andother  matters  pertaining  to  the  protec- 
tion of  intellectual  property  throughout  the  world;  and  other 
materials  relating  to  intemationalaffairs. 

PERMANENT.  Transfer  to  FRC  5  years  after  close  of 
case.  Offer  toNational  Archives  when  25  years  old. 

93.  Proposed  Intellectual  Property  Legislation  Files.  Docu- 
mentsaccumulated  in  the  preparation  and  processing  of  legis- 
lation proposedby  or  in  the  interest  of  the  Patent  and  Trade- 
mark Office.  Includesdrafts  of  legislation,  reports  to 
committees  on  introducedlegislation,  and  comments  on  legis- 
lative proposals. 

PERMANENT.  Transfer  to  FRC  after  5  years.  Offer  to 
National  Archiveswhen  25  years  old. 

94.  Printed  Articles  Files.  Articles  submitted  for  clearance 
andprinted  in  magazines,  journals,  and  other  information 
media,including  related  background  materials. 

Destroy  when  10  years  old. 

95.  Public  Affairs  Report.  Weekly,  monthly,  and  quarterly 
reportsrelating  to  public  affairs  activities  prepared  for  the 
Department  ofCommerce. 

Destroy  when  6  months  old. 

96.  Speakers  Files.  Correspondence,  schedules,  travel  material 
andrelated  records  concerning  the  scheduling  of  Patent  and 
TrademarkOffice  speakers. 

Destroy  when  3  years  old. 

97.  Exhibit  Files.  Correspondence,  photographs,  reports  andre- 
lated materials  concerning  major  exhibits  developed  by  the 
Patentand  Trademark  Office,  such  as  the  175th  anniversary 
exhibit. 

PERMANENT.  Transfer  to  FRC  when  10  years  old.  Offer 
to  the  NationalArchives  when  30  years  old. 

98.  Photograph  Files.  Photographs  of  key  Patent  and  Trade- 
markOffice officials,  major  exhibits  and  other  subjects  that 
related  tothe  functioning  of  the  Patent  and  Trademark  Office. 
Includes  thenegative  and  one  positive  print. 

PERMANENT.  Offer  for  transfer  to  the  National  Archives 
when  20  yearsold. 

99.  Publications  Files.  Official  record  copy  of  each  publication 
thatcontributes  to  an  understanding  of  the  organization  and 
functioningof  the  Patent  and  Trademark  Office. 

PERMANENT.  Transfer  to  FRC  when  10  years  old.  Offer 
to  NationalArchives  when  30  years  old. 

100.  Speech  Files.  Official  records  copy  of  each  speech  given 
bythe  Commissioner  and  other  Patent  and  Trademark  Office 
executives. 

PERMANENT.  Transfer  to  FRC  when  10  years  old.  Offer 
to  the  NationalArchives  when  30  years  old. 

101.  News  Release  Files.  Official  records  copy  of  each 
newrelease. 


PERMANENT.  Transfer  to  Federal  Records  Center  when 
10  years  old.Offer  to  National  Archives  when  30  years 
old. 

102.  Patents  Received  and  Files  Register  Register  showing 
dateand  number  of  patent  cases  received  in  search  room  and 
date  filed. 

Destroy  2  years  after  date  of  last  entry  in  volume. 

103.  Reports  on  Search  Room  Activities  Files.  Weekly, 
monthly  andother  periodic  reports  showing  production  and 
general  activities  ofthe  public  search  room,  with  related 
background  papers. 

a.  Original  Report. 
Destroy  when  1  year  old. 

b.  Operating  Office  Copy. 
Destroy  when  2  years  old. 

104.  Patent  and  Trademark  Reproduction  Copy  Files.  The 
master  copyof  patents  and  trademarks  used  for  the  photorepro- 
duction  of  salescopies,  includes  original  drawings  and  speci- 
fications. 

Transfer  to  FRC  when  10  years  old.  Destroy  when  20 
years  old. 

105.  Reprint  Requisition  File.  Requisitions,  such  as  PTO  Form 
228,used  for  ordering  the  reprint  or  printed  patents  or  trade- 
marks aftercurrent  stock  is  depleted. 

Destroy  when  1  year  old. 

106.  Sales  Journal.  Shows  statistical  information  on  sales 
ofcopies  of  patents  and  trademarks. 

Destroy  when  5  years  old. 

107.  Correspondence  and  Sale  Control  Records.  Records  used 
tocontrol  the  flow  of  correspondence  and  sale  of  printed 
materials. 

Destroy  when  1  year  old. 

108.  Requests  for  Publications.  Correspondence  requesting 
copiesof  certain  pubhcations  and  other  printed  materials. 

Return  requests  with  ordered  materials. 

109.  Microform  Files.  Microform  copies  of  applications  as 
filed,printed  patent  files  and  printed  trademark  files. 

a.  Master  microfilm  files.  (Certified  as  processed  under  41 
CFRlOl- 11.504) 

PERMANENT.  Transfer  to  classified  site.  Offer  to  Na- 
tional Archives  when  25  years  old. 

b.  All  other  microform  copies 
Non-Records 

110.  Charged-Out  Slips  File.  Slips  recording  the  charge-out 
ofrecords  to  Patent  and  Trademark  Office  employees  and  the 
public,  suchas  PTO  Forms  124,  125,  and  271. 

Destroy  when  records  are  returned. 

111.  Binding  Instructions.  Cards  showing  instructions  on  how 
thevarious  publications  received  by  the  library  are  to  be  bound. 

Destroy  when  no  longer  needed. 

112.  Charge-out  Files  of  Library  Materials.  Sets  of  3"  x  5" 
cardsshowing  records  of  library  materials  on  temporary  or 
indefinite  loanto  researchers  or  Patent  and  Trademark  Office 
staff. 

Destroy  when  obsolete  or  on  return  of  book. 

113.  Interlibrary  Loans  Files.  Records  of  books  borrowed 
fromother  libraries. 

Destroy  2  years  after  return  of  book. 

114.  Library  Serial  Order  Cards.  3"  x  5"  cards  used  to 
recordpurchase  of  journals,  magazines,  etc. 

Destroy  when  no  longer  needed  for  reference. 

115.  Library  Book  Order  Cards.  3"  x  5"  cards  showing 
bookpurchases. 

Destroy  when  no  longer  needed  for  reference. 

116.  Foreign  Patent  Accession  Register  Bound  volumes  ar- 
ranged bycountry.  Each  shows  the  patent  number  and  the  date 
that  copy  wasreceived  in  the  Patent  and  Trademark  Office. 

Destroy  when  no  longer  needed  for  reference. 
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117.  Inventor's  Index.  Arranged  alphabetically  by  name  ofin- 
ventor.  Shows  name  and  address  of  inventor,  title  of  invention- 
,serial  number  of  application,  patent  number,  date  of  issuance- 
,attomey,  and  assignee. 

PERMANENT.   Offer   to   National  Archives   when   no 
longer  needed  forreference. 

118.  PTO  Procurement  Files.  Contract,  requisition,  purchase 
order,lease,  and  bond  and  surety  records,  including  correspon- 
dence andrelated  papers  pertaining  to  award,  administration, 
receipt,inspection  and  payment  (otlier  than  those  covered  in 
Items  1,  2,  13,and  15). 

a.  Procurement  or  purchase  organization  copy,  and  related 
papers. 

1  .Transactions  of  more  than  $10,000  and  all  construc- 

tioncontracts  exceeding  $2,000. 
Destroy  6  years  and  3  months  after  final  payment. 

2.  Transactions  of  $10,000  or  less  and  construction 

contracts  under$2,000. 
Destroy  3  years  after  final  payment.  (Close  file  at  the  end 
of  the  fiscal  year,  retain  3  years  and  destroy,  except  that 
files  on  whichactions  are  pending  shall  be  brought  for- 
ward to  the  next  fiscal  years' s  files  for  destruction 
therewith.) 

b.  Obhgation  copy. 

Destroy  when  funds  are  obligated. 

c.  Other  copies  of  record  described  above  used  by  compo- 
nentelements  of  a  procurement  office  for  administrative  pur- 
poses. 

Destroy  upon  termination  or  completion. 

119.  Solicited  and  Unsolicited  Bids  and  Proposals  Files. 

a.  Successful  bids  and  proposals. 

Destroy  with  related  contract  case  files  (see  item  118  of 
thisschedule.) 

b.  Solicited  and  unsolicited  unsuccessful  bids  and  proposals. 

1.  When  filed  separately  from  contract  case  files. 
Destroy  when  related  contract  is  completed. 
2.  When  filed  with  contract  case  files. 
Destroy  with  related  contract  case  files  (see  item  118  of 
thisschedule.) 

c.  Cancelled  SoHcitations  Files. 

1 .  Formal  solicitations  of  offers  to  provide  products  or 
services(e.g.,  Invitations  for  Bids,  Requests  for  Propos- 
als, Requests  forQuotations)  which  were  cancelled 
prior  to  award  of  a  contract.  The  files  include  preso- 
licitation  documentation  on  the  requirement,  any  offers 
which  were  opened  prior  to  the  cancellation,  documen- 
tation on  any  government  action  up  to  the  time  of 
cancellation,  and  evidence  of  the  cancellation. 

Destroy  5  years  after  date  of  cancellation. 

2.  Unopened  Bids. 
Return  to  bidder. 

d.  Lists  or  Card  Files  of  Acceptable  Bidders. 
Destroy  when  superseded  or  obsolete. 

120.  Public  Printer  Files.  Records  relating  to  requisitions  on 
the  Printer,  and  all  supporting  papers. 

a.  Printing  procurement  unit  copy  of  requisition,  in- 
voice,specifications,  and  related  papers. 


Destroy   3   years   after  completion   or  cancellation   of 
requisition, 
b.  Accounting  copy  of  requisition. 

Destroy  3  years  after  period  covered  by  related  account. 

Non  Record  Materials 

The  Records  Disposal  Act  of  1943,  as  amended,  states  that 
"library  and  museum  material  made  or  acquired  and  preserved 
solely  for  reference  or  exhibition  purposes,  extra  copies  of 
documents  preserved  only  for  convenience  of  reference,  and 
stocks  of  publications  and  of  processed  documents  are  not 
included  within  the  definition  of  the  word  'records'  as  used  in 
this  Act."  Non-record  material  is  disposed  of  as  soon  as  its 
purpose  is  served.  The  following  list  consists  of  those  non- 
record  materials  that  are  unique  to  the  Patent  and  Trademark 
Office. 

121.  Foreign  Patents.  Copies  of  patents  issued  by  foreign 
countries. 

122.  Translation  of  Foreign  Patents  and  Publications  and 
Related  Indexes.  Typewritten  copies  of  translations  and  related 
indexes. 


123.  Card  Catalogs.  3" 
thelibrary. 


X  5"  cards  used  as  finding  aids  to 


124.  Patent  Examiner's  Search  Files.  Reference  file  used 
byexaminers  in  processing  applications.  Arranged  by  class  and 
subclassand  consist  of  U.S.  patents,  foreign  patents,  extracts 
frompublications,  and  other  materials  relating  to  a  certain  class 
orsubclass. 

125.  Printed  Trademark  Registrations  Reference  Files.  Digest 
ofRegistered  marks  consisting  of  a  set  of  registered  work 
marksarranged  alphabetically  and  secondarily  by  trademark 
registrationnumber;  a  set  of  registrations  comprising  symbols, 
arranged  accordingto  the  classification  of  the  goods  or  services 
with  which  they  areused;  of  registration  arranged  by  registra- 
tion number. 

126.  Numerical  Index  to  Patent  Classification.  Arrangednu- 
merically  by  patent  number  and  shows  the  class  and  subclas- 
sassignment  of  each  patent. 

127.  Shelf  List  of  Classified  Patents.  Listing  of  all  U.S. 
Patentnumbers  comprising,  respectively,  the  "original"  and 
"crossreference"  classification  of  patents  according  to  the 
oflficialclassification  of  the  Patent  and  Trademark  Office. 

128.  Public  Search  Files  of  U.S.  Patents.  Printed  or  microfilm- 
copies  of  U.S.  Patents  arranged  in  two  series:  1)  numerically 
byclass  and  subclass  assignment,  and  secondarily  by  patent 
number  and2)  numerically  by  patent  number. 

129.  Legislative  History  Files.  Consist  mainly  of  copies 
ofpublished  materials  relating  to  legislation  that  is  of  interest 
tothe  Patent  and  Trademark  Ofi&ce.  Includes  copies  of  bills, 
pubhclaws,  Federal  Register,  Congressional  Record,  and  simi- 
lar materials. 


Patent  and  Trademark  Office  Records  Schedule  Index 


Item  Description 


Item  No. 


Abandoned  Patent  Application  Files  56. 

Abandoned  Trademark  Application  Files  82. 

Academy  Apphcation  Files  36. 

Academy  Correspondence  File  37. 

Academy  Examinations  Files  35. 

Academy  Lecture  Files  33. 

Academy  Training  Sessions  Files  34. 

ADP  Data  Systems  Planning  Files  25. 

ADP  Information  Retrieval  System  Master  Reference  File  26. 

ADP  Plarming  Documents  Files  22. 

ADP  Program  Management  Files 23. 

ADP  Standardizations  Files  24. 

Advertising  Files  28. 

Assignment  Document  Files  and  Index  49. 

Attorneys  and  Agents  Registered  to  Practice  Before  the  U.S.  Patent  and  Trademark  Office  Roster 74. 

Batch  Control  Sheet  for  Allowed  Cases  Files  64. 

Binding  Instructions  111. 

Board  of  Appeals  Decision  Files 30. 
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Item  Description  hem  No. 

Board  of  Interference  Decisions 67. 

Budget  Estimates  Files  „ 15. 

Budget  Policy  and  Procedures  Correspondence  Files  14. 

Cancelled  Drawings  55. 

Cancelled  Trademark  Registration  Files  80. 

Card  Catalogs 123. 

Case  Folders  of  Registered  Attorneys  and  Agents  75. 

Charge-Out  Files  of  Library  Materials 112. 

Charge-Out  Slips  File  110. 

Checklist  for  Applications  Allowed  by  Examiner  File 65. 

Classifications  Definitions  Files  54. 

Commissioner's  Correspondence  and  Subject  File  1. 

Complaint  Files  (Against  Registered  Attorneys) 29. 

Correspondence  and  Sale  Control  Records 107. 

Court  Cases  72. 

D-1  Files 45. 

Declaration  of  Assistance  Received  Files  32. 

International  Intellectual  Property  Activities  Case  File 92. 

Inventor's  Index  117. 

Inventor's  Index  to  Patent  Applications  47. 

Legislative  History  Files  129. 

Library  Book  Order  Cards  115. 

Library  Books  Card  Catalogs  123. 

Library  Serial  Order  Cards  114. 

Master  Drawings  and  Specification 104. 

Microform  Files  109. 

Narrative  and  Statistical  Reports  Files 9. 

News  Release  Files  101. 

Numerical  Index  to  Patent  Classification  126. 

Numerical  (serial)  Index  to  Patent  Applications 48. 

Patent  and  Trademark  Copies  Sales  Journal  106. 

Patent  and  Trademark  Drawings  and  Specifications  104. 

Patent  and  Trademark  Reproduction  Copy  Files  (Master  Drawings  104. 

Patent  Docket  Cards  53. 

Patent  Examiner's  Search  Files  124. 

Patent  File  Charge-Out  Records  58. 

Patent  Files  57. 

Patent  Interference  Files  66. 

Patent  Interference  Settlement  Agreements  71. 

Patent  Protest  Letters  52. 

Patents  Received  and  Files  Register  102. 

Petitions  to  the  Commissioner 51. 

P-Files 42. 

Photograph  Files  98. 

Policy  Documentation  Files 5. 

Printed  Articles  Files  94. 

Printed  Trademark  Registrations  Reference  Files 125. 

Printer- Waiting  Register  Files  62. 

Proceedings  Index  to  Trademark  Adversary  Proceedings  85. 

Proceedings  Under  AEC  and  NASA  Acts  70. 

Production  and  Pendency  Reports  Files  7. 

Program  Planning  and  Evaluation  Files  11. 

Proposed  Intellectual  Property  Legislation  Files  93. 

PTO  Procurement  Files  118. 

Public  Advisory  Committee  for  Trademark  Affairs  Files 89. 

Public  Affairs  Report  95. 

Publications  Files  99. 

Public  Printer  Files  120. 

Publication  Tape  File  27. 

Public  Search  Files  of  U.  S.  Patents  128. 

Quality  Review  of  Sample  of  Allowed  Applications  60. 

Query  Disposition  Record  Files  63. 

Records  Charge-Out  Slips  Files  110. 

Records  Disposition  Files  16. 

Registered  Attorneys  and  Agents  Roster 74. 

Reports  on  Search  Room  Activities  Files  103. 

Reports  to  the  Commissioner  2. 

Reprint  Requisition  File 105. 

Requests  for  Pubhcations  108. 

Roster  of  Registered  Patent  Attorneys  and  Agents 74. 

Sales  Journal  (on  Patent  and  Trademark  Copies)  106. 

Sample  Pull-Rate  Files  (Allowed  Apphcations  for  Quality  Review)  61. 
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Item  Description 


Item  No. 


Settlement  Agreements  (in  Patent  Interference  Cases) 71. 

Shelf  List  of  Classified  Patents  127. 

Solicited  and  Unsolicited  Bids  and  Proposals  Files  119. 

Speakers  Files  96. 

Special  Studies  Files  8. 

Speech  Files  (Commissioner  and  Patent  and  Trademark  Executives)  100. 

Statistical  Reports  and/or  Work  Control  Files  6. 

Statistical  Reports  on  Patents  to  Printers  Files  59. 

Surplus  Property  Case  Files  12. 

Systems  Development  Program  Files  18. 

Systems  Development  Project  Case  Files  21. 

Systems  Development  Task  Force,  Committee  and  Board  Files  19. 

Technical  Report  Files  20. 

Trademark  Adversary  Proceedings  Files  79. 

Trademark  Adversary  Proceedings  Records  86. 

Trademark  Examiners  Work  Reports  78. 

Trademark  Petitions  Files  90. 

Trademark  Protest  Letters 91. 

Trademark  Registrant's  Index  87. 

Trademark  Renewal  Index 83. 

Translation  of  Foreign  Patents  and  Publications  and  Related  Indexes  122. 

Transmittals  to  Other  Agencies  Files  44. 

Unsuccessful  Application  for  Registration  to  Practice  Before  the  Patent  and  Trademark  Office  76. 

Work-Flow  Control  and/or  Statistical  Reports  Files  6. 

[1068  TMOG  5] 


(248)  IN  THE  UNITED  STATES  PATENT  AND 
TRADEMARK  OFFICE  BEFORE  THE 
TRADEMARK  TRIAL  AND  APPEAL  BOARD 


Plaintiff 

V. 

Defendant 


Opposition/Cancellation 

No. 


ACKNOWLEDGMENT  OF  AGREEMENT  OR 

ORDER  PROTECTING  CONRDENTIALITY  OF 

INFORMATION  REVEALED  DURING 

BOARD  PROCEEDING 


I, 


[print  name],  declare  that  I  have  been  provided  with  a  copy  of 
the  Agreement  or  Order  regarding  the  disclosure  of,  and 
protection  of,  certain  types  of  information  and  documents 
during  and  after  the  above-captioned  opposition  or  cancella- 
tion proceeding  before  the  Trademark  Trial  and  Appeal  Board. 
I  have  read  the  Agreement  or  Order  and  understand  its  terms 
and  provisions,  by  which  I  agree  to  be  bound.  Specifically,  I 
agree  to  hold  in  confidence  any  information  or  documents 
disclosed  to  me  in  conjunction  with  any  part  I  take  in  this 
proceeding.  I  declare  under  the  penalty  of  perjury  that  these 
statements  are  true  and  correct. 


[signature] 


[print  title,  if  applicable] 
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Plaintiff 

V. 

Defendant 


Opposition/Cancellation 

No. 


PROVISIONS  FOR  PROTECTING 

CONFIDENTIALITY  OF  INFORMATION 

REVEALED  DURING  BOARD  PROCEEDING 

Information  disclosed  by  any  party  or  non-party  witness 
during  this  proceeding  may  be  considered  confidential,  a  trade 
secret,  or  commercially  sensitive  by  a  party  or  witness.  To 
preserve  the  confidentiality  of  the  information  so  disclosed, 
either  the  parties  have  agreed  to  be  bound  by  the  terms  of  this 
order,  in  its  standard  form  or  as  modified  by  agreement,  and  by 
any  additional  provisions  to  which  they  may  have  agreed  and 
attached  to  this  order,  or  the  Board  has  ordered  that  the  parties 
be  bound  by  the  provisions  within.  As  used  in  this  order,  the 
term  "information"  covers  both  oral  testimony  and  documen- 
tary material. 

Parties  may  use  this  standard  form  order  as  the  entirety  of  their 
agreement  or  may  use  it  as  a  template  from  which  they  may 
fashion  a  modified  agreement.  If  the  Board  orders  that  the 
parties  abide  by  the  terms  of  this  order,  they  may  subsequently 
agree  to  modifications  or  additions,  subject  to  Board  approval. 

Agreement  of  the  parties  is  indicated  by  the  signatures  of  the 
parties'  attorneys  and/or  the  parties  themselves  at  the  conclu- 
sion of  the  order.  Imposition  of  the  terms  by  the  Board  is 
indicated  by  signature  of  a  Board  attorney  or  Administrative 
Trademark  Judge  at  the  conclusion  of  the  order.  If  the  parties 
have  signed  the  order,  they  may  have  created  a  contract.  1  The 
terms  are  binding  from  the  date  the  parties  or  their  attorneys 
sign  the  order,  in  standard  form  or  as  modified  or  supple- 
mented, or  from  the  date  of  imposition  by  a  Board  attorney  or 
judge. 

TERMS  OF  ORDER 


[date]       1)  Classes  of  Protected  Information. 

The  Rules  of  Practice  in  Trademark  Cases  provide  that  all  inter 
partes  proceeding  files,  as  well  as  the  involved  registration  and 
application  files,  are  open  to  public  inspection.  The  terms  of 
this  order  are  not  to  be  used  to  undermine  pubhc  access  to  files. 
When  appropriate,  however,  a  party  or  witness,  on  its  own  or 
through  its  attorney,  may  seek  to  protect  the  confidentiafity  of 
information  by  employing  one  of  the  following  designations. 

Confidential-Material  to  be  shielded  by  the  Board  from  public 
access. 

Highly  Confidential-Material  to  be  shielded  by  the  Board  from 
public  access  and  subject  to  agreed  restrictions  on  access  even 
as  to  the  parties  and/or  their  attorneys. 
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Trade  Secret/Commercially  Sensitive-Material  to  be  shielded 
by  the  Board  from  public  access,  restricted  from  any  access  by 
the  parties,  and  available  for  review  by  outside  counsel  for  the 
parties  and,  subject  to  the  provisions  of  paragraph  4  and  5,  by 
independent  experts  or  consultants  for  the  parties. 

2)  Information  Not  to  Be  Designated  as  Protected. 

Information  may  not  be  designated  as  subject  to  any  form  of 
protection  if  it  (a)  is,  or  becomes,  public  knowledge,  as  shown 
by  publicly  available  writings,  other  than  through  violation  of 
the  terms  of  this  document;  (b)  is  acquired  by  a  non- 
designating  party  or  non-party  witness  from  a  third  party 
lawfully  possessing  such  information  and  having  no  obligation 
to  the  owner  of  the  information;  (c)  was  lawfully  possessed  by 
a  non-designating  party  or  non-  party  witness  prior  to  the 
opening  of  discovery  in  this  proceeding,  and  for  which  there  is 
written  evidence  of  the  lawful  possession;  (d)  is  disclosed  by  a 
non-designating  party  or  non-party  witness  legally  compelled 
to  disclose  the  information;  or  (e)  is  disclosed  by  a  non- 
designating  party  with  the  approval  of  the  designating  party. 

3)  Access  to  Protected  Information. 

The  provisions  of  this  order  regarding  access  to  protected 
information  are  subject  to  modification  by  written  agreement 
of  the  parties  or  their  attorneys,  or  by  motion  filed  with  and 
approved  by  the  Board.  Judges,  attorneys,  and  other  employees 
of  the  Board  are  bound  to  honor  the  parties'  designations  of 
information  as  protected  but  are  not  required  to  sign  forms 
acknowledging  the  terms  and  existence  of  this  order.  Court 
reporters,  stenographers,  video  technicians  or  others  who  may 
be  employed  by  the  parties  or  their  attorneys  to  perform 
services  incidental  to  this  proceeding  will  be  bound  only  to  the 
extent  that  the  parties  or  their  attorneys  make  it  a  condition  of 
employment  or  obtain  agreements  from  such  individuals,  in 
accordance  with  the  provisions  of  paragraph  4. 

.  Parties  are  defined  as  including  individuals,  oflBcers  of 
corporations,  partners  of  partnerships,  and  management  em- 
ployees of  any  type  of  business  organization. 

.  Attorneys  for  parties  are  defined  as  including  in-house 
counsel  and  outside  counsel,  including  support  staff  operating 
under  counsel's  direction,  such  as  paralegals  or  legal  assis- 
tants, secretaries,  and  any  other  employees  or  independent 
contractors  operating  under  counsel's  instruction. 

.  Independent  experts  or  consultants  include  individuals  re- 
tained by  a  party  for  purposes  related  to  prosecution  or  defense 
of  the  proceeding  but  who  are  not  otherwise  employees  of 
either  the  party  or  its  attorneys. 

.  Non-party  witnesses  include  any  individuals  to  be  deposed 
during  discovery  or  trial,  whether  willingly  or  under  subpoena 
issued  by  a  court  of  competent  jurisdiction  over  the  witness. 

Parties  and  their  attorneys  shall  have  access  to  information 
designated  as  confidential  or  highly  confidential,  subject  to  any 
agreed  exceptions. 

Outside  counsel,  but  not  in-house  counsel,  shall  have  access  to 
information  designated  as  trade  secret/commercially  sensitive. 

Independent  experts  or  consultants,  non-party  witnesses,  and 
any  other  individual  not  otherwise  specifically  covered  by  the 
terms  of  this  order  may  be  afforded  access  to  confidential  or 
highly  confidential  information  in  accordance  with  the  terms 
that  follow  in  paragraph  4.  Further,  independent  experts  or 
consultants  may  have  access  to  trade  secret/commercially 
sensitive  information  if  such  access  is  agreed  to  by  the  parties 
or  ordered  by  the  Board,  in  accordance  with  the  terms  that 
follow  in  paragraph  4  and  5. 

4)  Disclosure  to  Any  Individual. 

Prior  to  disclosure  of  protected  confidential  or  highly  confi- 
dential information  by  any  party  or  its  attorney  to  any 
individual  not  already  provided  access  to  such  information  by 
the  terms  of  this  order,  the  individual  shall  be  informed  of  the 
existence  of  this  order  and  provided  with  a  copy  to  read.  The 
individual  will  then  be  required  to  certify  in  writing  that  the 
order  has  been  read  and  understood  and  that  the  terms  shall  be 
binding  on  the  individual.  No  individual  shall  receive  any 
protected  information  until  the  party  or  attorney  proposing  to 
disclose  the  information  has  received  the  signed  certification 
from  the  individual.  A  form  for  such  certification  is  attached  to 
this  order.  The  party  or  attorney  receiving  the  completed  form 
shall  retain  the  original. 


5)  Disclosure  to  Independent  Experts  or  Consultants. 

In  addition  to  meeting  the  requirements  of  paragraph  4,  any 
party  or  attorney  proposing  to  share  disclosed  trade  secret/ 
commercially  sensitive  information  with  an  independent  ex- 
pert or  consultant  must  also  notify  the  party  which  designated 
the  information  as  protected.  Notification  must  be  personally 
served  or  forwarded  by  certified  mail,  return  receipt  requested, 
and  shall  provide  notice  of  the  name,  address,  occupation  and 
professional  background  of  the  expert  or  independent  consult- 
ant. 

The  party  or  its  attorney  receiving  the  notice  shall  have  ten 
(10)  business  days  to  object  to  disclosure  to  the  expert  or 
independent  consultant.  If  objection  is  made,  then  the  parties 
must  negotiate  the  issue  before  raising  the  issue  before  the 
Board.  If  the  parties  are  unable  to  settle  their  dispute,  then  it 
shall  be  the  obligation  of  the  party  or  attorney  proposing 
disclosure  to  bring  the  matter  before  the  Board  with  an 
explanation  of  the  need  for  disclosure  and  a  report  on  the 
efforts  the  parties  have  made  to  settle  their  dispute.  The  party 
objecting  to  disclosure  will  be  expected  to  respond  with  its 
arguments  against  disclosure  or  its  objections  will  be  deemed 
waived. 

6)  Responses  to  Written  Discovery. 

Responses  to  interrogatories  under  Federal  Rule  33  and  re- 
quests for  admissions  under  Federal  Rule  36,  and  which  the 
responding  party  reasonably  believes  to  contain  protected 
information  shall  be  prominently  stamped  or  marked  with  the 
appropriate  designation  from  paragraph  1.  Any  inadvertent 
disclosure  without  appropriate  designation  shall  be  remedied 
as  soon  as  the  disclosing  party  learns  of  its  error,  by  informing 
all  adverse  parties,  in  writing,  of  the  error.  The  parties  should 
inform  the  Board  only  if  necessary  because  of  the  filing  of 
protected  information  not  in  accordance  with  the  provisions  of 
paragraph  12. 

7)  Production  of  Documents. 

If  a  party  responds  to  requests  for  production  under  Federal 
Rule  34  by  making  copies  and  forwarding  the  copies  to  the 
inquiring  party,  then  the  copies  shall  be  prominently  stamped 
or  marked,  as  necessary,  with  the  appropriate  designation  from 
paragraph  1 .  If  the  responding  party  makes  documents  avail- 
able for  inspection  and  copying  by  the  inquiring  party,  all 
documents  shall  be  considered  protected  during  the  course  of 
inspection.  After  the  inquiring  party  informs  the  responding 
party  what  documents  are  to  be  copied,  the  responding  party 
will  be  responsible  for  prominently  stamping  or  marking  the 
copies  with  the  appropriate  designation  from  paragraph  1 .  Any 
inadvertent  disclosure  without  appropriate  designation  shall  be 
remedied  as  soon  as  the  disclosing  party  learns  of  its  error,  by 
informing  all  adverse  parties,  in  writing,  of  the  error.  The 
parties  should  inform  the  Board  only  if  necessary  because  of 
the  filing  of  protected  information  not  in  accordance  with  the 
provisions  of  paragraph  12. 

8)  Depositions. 

Protected  documents  produced  during  a  discovery  deposition, 
or  offered  into  evidence  during  a  testimony  deposition  shall  be 
orally  noted  as  such  by  the  producing  or  offering  party  at  the 
outset  of  any  discussion  of  the  document  or  information 
contained  in  the  document.  In  addition,  the  documents  must  be 
prominently  stamped  or  marked  with  the  appropriate  designa- 
tion. 

During  discussion  of  any  non-documentary  protected  informa- 
tion, the  interested  party  shall  make  oral  note  of  the  protected 
nature  of  the  information. 

The  transcript  of  any  deposition  and  all  exhibits  or  attachments 
shall  be  considered  protected  for  30  days  following  the  date  of 
service  of  the  transcript  by  the  party  that  took  the  deposition. 
During  that  30-day  period,  either  party  may  designate  the 
portions  of  the  transcript,  and  any  specific  exhibits  or  attach- 
ments, that  are  to  be  treated  as  protected,  by  electing  the 
appropriate  designation  from  paragraph  1.  Appropriate  stamp- 
ings or  markings  should  be  made  during  this  time.  If  no  such 
designations  are  made,  then  the  entire  transcript  and  exhibits 
will  be  considered  unprotected. 

9)  Filing  Notices  of  Reliance. 

When  a  party  or  its  attorney  files  a  notice  of  reliance  during  the 
party's  testimony  period,  the  party  or  attorney  is  bound  to 
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honor  designations  made  by  the  adverse  party  or  attorney,  or  challenge  at  an  earlier  time.  The  party  designating  information 

non-party  witness,  who  disclosed  the  information,  so  as  to  as  protected  will,  when  its  designation  is  timely  challenged, 

maintain  the  protected  status  of  the  information.  bear  the  ultimate  burden  of  proving  that  the  information  should 

be  protected.  15)  Board's  Jurisdiction;  Handling  of  Materials 

10)  Bnefs.  After  Judgment.  The  Board's  jurisdiction  over  the  parties  and 
When  fiUng  briefs,  memoranda,  or  declarations  in  support  of  a  their  attorneys  ends  with  the  entry  of  a  final  judgment,  unless 
motion,  or  briefs  at  final  hearing,  the  portions  of  these  fiUngs  junsdiction  is  restored  by  grant  of  a  post-  judgment  motion  or 
that  discuss  protected  information,  whether  information  of  the  as  the  result  of  an  appellate  proceeding.  After  entry  of 
filing  party,  or  any  adverse  party,  or  any  non-party  witness,  judgment,  the  parties'  handling  of  protected  information  and 
should  be  redacted.  The  rule  of  reasonableness  for  redaction  is  matenals  is  governed  only  by  any  agreements  to  which  the 
discussed  in  paragraph  12  of  this  order.  parties  may  agree.    16)  Other  Rights  of  the  Parties  and 

Attorneys.  This  order  shall  not  preclude  the  parties  or  their 

11)  Handling  of  Protected  Information.  attorneys  from  making  any  applicable  claims  of  privilege 

T^.    ,             -:  .  ^        ,.           »    .  J       J     »u    *           f  *u-  during  discovery  or  at  trial.  Nor  shall  the  order  preclude  the 

Disclosure  of  information  protected  under  the  terms  of  this      f^.. °,4r„„,,  ^S:^„  „,;.u  .u^  u^^^a  f ^M^ff^^J^^  „o^;^.,i„, 

,..^.,     ,.rM-..^u               *•          jf          f  filing  01  any  motion  with  the  Board  tor  reliei  irom  a  particular 

order  IS  intended  only  to  facihtate  die  prosecution  or  defense  of  J.^.^^  ^^  ^^^  ^^^^^  ^^  ^^^  additional  protections  not 

this  case^The  recipient  of  any  protected  information  disclosed  ^^^^.^^^         ^^  ^^^^^    g     Agreement  of  the  FoUowing, 

in  accordance  with  the  terms  of  this  order  is  obhgated  to       effective  --- — -- - 

maintain  the   confidentiality  of  the   information   and   shall  ' 
exercise  reasonable  care  in  handling,  storing,  using  or  dissemi- 
nating the  information.                                                                     ■ 

12)  Redaction;  Filing  Material  With  the  Board.  fdefendantl 

When  a  party  or  attorney  must  file  protected  information  with 

the  Board,  or  a  brief  that  discusses  such  information,  the       

protected  information  or  portion  of  the  brief  discussing  the 

same  should  be  redacted  from  the  remainder.  A  rule  of  TdefenHantl 

reasonableness  should  dictate  how  redaction  is  effected. 

Redaction  can  entail  merely  covering  a  portion  of  a  page  of  By  Order  of  the  Board,  effective  

material  when  it  is  copied  in  anticipation  of  filing  but  can  also 

entail  the  more  extreme  measure  of  simply  filing  the  entire  r    ■ 

page  under  seal  as  one  that  contains  primarily  confidential  aiid  "tUlTof  B7ar7attomey7rTuTg7imposing''order]       "" 

material.  If  only  a  sentence  or  short  paragraph  of  a  page  of  j      j     b       ^       t,          j 

material  is  confidential,  covering  that  material  when  the  page 

is  copied  would  be  appropriate.  In  contrast,  if  most  of  the  There  may  be  a  remedy  at  court  for  any  breach  of  contract 

material  on  the  page  is  confidential,  then  filing  the  entire  page  that  occurs  after  the  conclusion  of  this  Board  proceeding.  See 

under  seal  would  be  more  reasonable,  even  if  some  smaU  Fort  Howard  Paper  Co.  v.  C.V  Gambina  Inc.,  4  USPQ2d 

quantity  of  non-confidential  material  is  then  withheld  from  the  1552,  1555  (TTAB  1987).  See  also,  Alltrade  Inc.  v.  Uniweld 

pubUc  record.  Likewise,  when  a  multi-page  document  is  in  Products  Inc.,  946  F2d  622,  20  USPQ2d  1698  (9th  Cir.  1991). 

issue,  reasonableness  would  dictate  that  redaction  of  the 

portions  or  pages  containing  confidential  material  be  effected  [1235  TMOG  71] 

when  only  some  small  number  of  pages  contain  such  material. 

In  contrast,  if  almost  every  page  of  the  document  contains  

some  confidential  material,  it  may  be  more  reasonable  to 
simply  submit  the  entire  document  under  seal.  Occasions  when 

a  whole  document  or  brief  must  be  submitted  under  seal  should  (250)               Standard  Form  Agreement  or 

be  very  rare.  Order  for  Protecting  Confidentiality  of 

Information  and  Documents  Disclosed 

During  Proceedings  Before  the 

Trademark  IVial  and  Appeal  Board 


Protected  information,  and  relevant  portions  of  pleadings, 
briefs  or  memoranda  that  reproduce,  discuss  or  paraphrase 
such  information,  shall  be  filed  with  the  Board  under  seal.  The 
envelopes  or  containers  shall  be  prominently  stamped  or 
marked  with  a  legend  in  substantially  the  following  form: 


CONFIDENTIAL 

This  envelope  contains  documents  or  information  that  are 
subject  to  a  protective  order  or  agreement.  The  confidentiality 
of  the  material  is  to  be  maintained  and  the  envelope  is  not  to 
be  opened,  or  the  contents  revealed  to  any  individual,  except 
by  order  of  the  Board. 

13)  Acceptance  of  Information;  Inadvertent  Disclosure.  Accep- 
tance by  a  party  or  its  attorney  of  information  disclosed  under 
designation  as  protected  shall  not  constitute  an  admission  that 
the  information  is,  in  fact,  entitled  to  protection.  Inadvertent 
disclosure  of  information  which  the  disclosing  party  intended 
to  designate  as  protected  shall  not  constitute  waiver  of  any 
right  to  claim  the  information  as  protected  upon  discovery  of 
the  error. 

14)  Challenges  to  Designations  of  Information  as  Protected.  If 
the  parties  or  their  attorneys  disagree  as  to  whether  certain 
information  should  be  protected,  they  are  obligated  to  negoti- 
ate in  good  faith  regarding  the  designation  by  the  disclosing 
party.  If  the  parties  are  unable  to  resolve  their  differences,  the 
party  challenging  the  designation  may  make  a  motion  before 
the  Board  seeking  a  determination  of  the  status  of  the  infor- 
mation. A  challenge  to  the  designation  of  information  as 
protected  must  be  made  substantially  contemporaneous  with 
the  designation,  or  as  soon  as  practicable  after  the  basis  for 
challenge  is  known.  When  a  challenge  is  made  long  after  a 
designation  of  information  as  protected,  the  challenging  party 
will  be  expected  to  show  why  it  could  not  have  made  the 


Parties  involved  in  inter  partes  proceedings  before  the 
Trademark  Trial  and  Appeal  Board  often  enter  into  agreements 
intended  to  safeguard  information  and  documents  viewed  as 
confidential,  commercially  sensitive  or  trade  secret.  Similarly, 
a  party  involved  in  a  Board  proceeding  may  move  the  Board 
for  an  order  providing  that  disclosure  of  such  information  or 
documents  be  conditioned  on  the  receiving  party's  being 
obligated  to  hold  the  material  in  confidence  and  utilize  it  only 
for  purposes  related  to  the  proceeding. 

The  Board,  in  response  to  requests  from  parties  involved  in 
its  cases,  has  promulgated  standard  provisions  for  protecting 
such  material.  Parties  may  agree  to  be  bound  by  these 
provisions,  to  facilitate  the  exchange  of  information  and 
documents.  As  an  alternative,  parties  may  use  the  standard 
form  as  a  template  upon  which  to  base  a  more  particularized 
agreement.  In  cases  where  the  parties  do  not  agree  on  provi- 
sions for  protecting  confidential,  commercially  sensitive  or 
trade  secret  information,  the  Board  may  make  orders  designed 
to  facilitate  discovery  or  trial  activities.  The  standard  provi- 
sions may  be  imposed  by  the  Board  in  appropriate  cases. 

The  standard  form  Agreement  or  Order  is  published  with 
this  notice  and  made  available  to  parties  for  their  use.  The 
document  will  also  be  made  available  on  the  Office's  website 
[www.USPTO.gov/web/menu/tm];  and  it  will  be  included  in 
future  revisions  of  the  Trademark  Trial  and  Appeal  Board 
Manual  of  Procedure  [TBMP]. 

May  23,  2000  J.  DAVID  SAMS 

Chief  Administrative  Trademark  Judge 

Trademark  Trial  and  Appeal  Board 

[1235  TMOG  70] 
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(25 1 )  DEPARTMENT  OF  COMMERCE 

Patent  and  Trademark  Office 

Effect  of  December  1,  1993  Amendments 

to  the  Federal  Rules  of  Civil  Procedures  on 

Trademark  Trial  and  Appeal  Board 

Inter  Partes  Proceedings 

Trademark  Rule  2.116(a)  provides  that,  except  as  otherwise 
provided,  and  wherever  applicable  and  appropriate,  procedure 
and  practice  in  Trademark  Trial  and  Appeal  Board  (Board) 
inter  partes  proceedings  shall  be  governed  by  the  Federal  Rules 
of  Civil  Procedures.  Trademark  Rule  2.120(a)  provides,  in 
part,  that  the  provisions  of  the  Federal  Rules  of  Civil  Procedure 
relating  to  discovery  shall  apply  in  opposition,  cancellation, 
interference,  and  concurrent  use  registration  proceedings  ex- 
cept as  otherwise  provided  in  Trademark  Rule  2.120;  and  that 
the  opening  of  discovery  is  governed  by  the  Federal  Rules  of 
Civil  Procedure.  Thus,  where  the  Board  has  its  own  rule 
concerning  a  particular  matter  of  practice  or  procedure,  that 
rule  governs;  if  there  is  no  Board  rule  concerning  the  matter, 
the  Federal  Rules  of  Civil  Procedure  apply,  where  apphcable 
and  appropriate. 

On  December  1,  1993,  certain  of  the  rules  in  the  Federal 
Rules  of  Civil  Procedures  were  amended,  and  one  new  rule 
was  added.  Specifically,  Rules  1,  4,  5,  11,  12,  15,  16,  26,  28, 
29,  30,  31,  32,  33,  34,  36,  37,  38,  50,  52,  53,  54,  58,  71A,  72, 
73,  74,  75,  and  76  were  amended,  and  new  Rule  4.1  was  added. 
Included  in  the  amendments  are  changes  in  the  discovery  rules 
to  require  that  the  parties  to  a  civil  action:  (1)  make  a  series  of 
automatic  disclosures,  during  the  pretrial  stages  of  the  proceed- 
ings, of  certain  evidence;  (2)  file  the  disclosures  with  the  court; 

(3)  meet,  early  in  the  proceeding,  to  discuss,  inter  alia,  the 
automatic  disclosure  and  to  develop  a  plan  for  discovery;  and, 

(4)  transmit  to  the  court  a  written  report  outlining  the  discovery 
plan.  The  timing  of  some  of  these  matters  is  tied  to  the  timing 
of  a  scheduling  conference  to  be  held,  or  a  scheduling  order  to 
be  issued,  by  the  court.  The  timing  and  sequence  of  other  of  the 
matters  depends  upon  the  direction  of  the  court.  Further, 
parties  are  prohibited  from  seeking  any  of  the  traditional  forms 
of  discovery  until  after  they  have  met  and  developed  their 
discovery  plan. 

The  Patent  and  Trademark  Office  (Office)  believes  that  the 
application  of  the  cited  provisions  in  inter  partes  proceedings 
before  the  Board  would  increase  the  complexity  and  cost  of  the 
proceeedings  and  would  be  unduly  burdensome  both  to  the 
Board  and  the  parties.  For  these  reasons,  the  Office  is  now  of 
the  opinion  that  these  provisions  would  have  a  detrimental 
effect  on,  and  are  not  appropriate  for.  Board  proceedings. 
Moreover,  the  Office's  Public  Advisory  Committee  for  Trade- 
mark Affairs  has  recommended  that  incorporation  of  the 
amendments  in  Board  practice  be  deferred  until  the  Office  can 
evaluate  the  effects  of  the  amendments  on  civil  actions.  On  the 
other  hand,  some  of  the  provisions  added  by  the  amendments 
are  not  objectionable,  and  others  so  clearly  do  not  apply  in, 
and/or  are  not  appropriate  for.  Board  proceedings  that  they 
need  not  be  mentioned. 

Accordingly,  application  of  Rule  2.120(a)  is  hereby  waived, 
in  pertinent  part,  to  the  extent  that  the  following  provisions  of 
the  Federal  Rules  of  Civil  Procedure,  as  amended,  which 
otherwise  arguably  would  apply  in  Board  proceedings,  and 
which  would,  in  the  opinion  of  the  Office,  have  a  detrimental 
effect  on  those  proceedings,  shall  not  be  applied  therein  unless 
and  until  further  notice  is  given: 

1 .  Rule  16(b)  [requirement  that  court  issue  a  scheduling  order, 
after  consulting  with  parties  by  scheduling  conference,  tele- 
phone, mail,  or  other  suitable  means] 

2.  Rules  26(a)(l)-26(a)(4)  [requirements  for  series  of  auto- 
matic disclosures  of  evidence] 

3.  Rule  26(b)(4)  [requirements  for  taking  discovery  from  a 
person  identified,  in  automatic  disclosure,  as  an  expert  whose 
opinions  may  be  presented  at  trial] 

4.  Rule  26(d),  first  sentence  [prohibition  against  the  taking  of 
discovery  before  the  parties  have  met  to  discuss,  inter  alia,  the 
automatic  disclosures  and  to  develop  a  plan  for  discovery] 

5.  Rule  26(e)(1)  [requirement  for  supplementation  of  auto- 
matic disclosures] 


6.  Rule  26(f)  [requirement  that  the  parties  meet,  early  in  the 
proceeding,  to  discuss,  inter  alia,  the  automatic  disclosure  and 
to  develop  a  plan  for  discovery] 

7.  Rule  26(g)(1)  [signature  requirements  for  automatic  disclo- 
sures] 

8.  Rule  30(a)(2)(C)  [requirement  that  a  party  obtain  leave  of 
court  or  written  stipulation  to  take  a  deposition  prior  to  the 
Rule  26(f)  meeting  of  the  parties] 

9.  Rule  33(a),  last  sentence  [requirement  that  a  party  obtain 
leave  of  court  or  written  stipulation  to  serve  interrogatories 
prior  to  the  Rule  26(f)  meeting  of  the  parties] 

10.  Rule  34(b),  last  sentence  of  first  paragraph  [requirement 
that  a  party  obtain  leave  of  court  or  written  stipulation  to  serve 
request  for  production  of  documents  and  things  prior  to  the 
Rule  26(f)  meeting  of  the  parties] 

11.  Rule  36(a),  last  sentence  of  first  paragraph  [requirement 
that  a  party  obtain  leave  of  court  or  written  stipulation  to  serve 
request  for  admission  prior  to  the  Rule  26(f)  meeting  of  the 
parties] 

12.  Rule  37(a)(2)(A)  [provision  of  motion  to  compel  disclo- 
sure and  for  sanctions  for  failure  to  make  automatic  disclosure] 

13.  Rule  37(c)(1)  [description  of  sanctions  which  may  be 
imposed  for  failure  to  make,  or  supplement,  automatic  disclo- 
sure] 

14.  Rule  37(g)  [provision  of  sanctions  for  failure  to  participate 
in  good  faith  in  the  framing  of  a  discovery  plan] 

Discovery  in  Board  inter  partes  proceedings  will  continue  to 
open  as  it  did  prior  to  December  1,  1993  amendments  to  the 
Federal  Rules  of  Civil  Procedure,  that  is,  as  provided  in  those 
rules  as  they  existed  on  November  30,  1993.  Thus,  interroga- 
tories, requests  for  production  of  documents  and  things,  and 
requests  for  admission  may  be  served  upon  the  plaintiff  after 
the  proceeding  commences  (i.e.,  after  the  notice  of  opposition 
or  petition  for  cancellation  is  filed,  and  after  the  mailing  by  the 
Board  of  the  notice  of  institution  in  an  interference  or 
concurtent  use  proceeding),  and  upon  the  defendant  with  or 
after  service  of  the  complaint  by  the  Board.  Discovery  depo- 
sitions generally  may  be  taken  by  any  party  after  commence- 
ment of  the  proceeding.  Board's  permission  to  take  a  discovery 
deposition  must  be  obtained  in  certain  situations,  including  a 
situation  in  which  the  plaintiff  seeks  to  take  a  deposition  prior 
to  the  expiration  of  30  days  after  service  of  the  complaint  by 
the  Board  upon  any  defendant,  except  where  a  defendant  has 
served  a  notice  of  taking  deposition  or  otherwise  sought 
discovery  or  where  the  notice  of  deposition:  (1)  states  that  the 
proposed  deponent  is  about  to  go  out  of  the  United  States  and 
will  be  unavailable  for  examination  unless  the  person's  depo- 
sition is  taken  before  expiration  of  the  30-day  period,  and,  (2) 
sets  forth  facts  to  support  the  statement. 

Similarly,  the  practice  embodied  in  Rules  33(a),  34(b),  and 
36(a)  of  the  Federal  Rules  of  Civil  Procedure,  as  they  read  on 
November  30,  1993,  that  a  defendant  may  serve  responses  to 
interrogatories,  requests  for  production  of  documents  and 
things,  and  requests  for  admission  either  within  30  days  after 
service  of  a  discovery  request  [35  days  if  service  of  the  request 
for  discovery  is  made  by  first-class  mail,  "Express  Mail,"  or 
overnight  courier-Trademark  Rule  2.119(c)],  or  within  45 
days  after  service  of  the  complaint  upon  it  by  the  Board, 
whichever  is  later,  will  continue  to  be  followed  in  Board 
proceedings. 

The  Patent  and  Trademark  Office  will,  in  due  course,  publish 
a  notice  of  proposed  rule  making  to  amend,  as  may  be 
necessary,  the  trademark  rules  governing  practice  and  proce- 
dure in  inter  partes  proceedings  before  the  Board. 


Jan.  15,  1994 


ROBERT  M.  ANDERSON 

Acting  Assistant  Commissioner 
for  Trademarks 
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(252)  Patent  and  Trademark  Office 

Trademark  Trial  and  Appeal  Board 

New  Title  for  Members  of 
Trademark  Trial  and  Appeal  Board 

The  Chairman  and  Members  of  the  Trademark  Trial  and 
Appeal  Board  have  been  authorized  to  use  the  respective  titles 
Chief  Administrative  Trademark  Judge  and  Administrative 
Trademark  Judge  for  signing  all  correspondence  and  decisions, 
and  for  other  business-related  activities. 

The  respective  titles  of  Chairman  and  Member  will  continue 
to  be  the  official  titles  for  personnel,  budget  and  fiscal 
purposes. 


Oct.  15,  1993 


BRUCE  A.  LEHMAN 

Assistant  Secretary  of  Commerce  and 

Commissioner  of  Patents  and 

Trademarks 

[1156  TMOG  32] 


(253)  Interlocutory  Decisions  by  the 

Trademark  Trial  and  Appeal  Board 

Only  final  decisions  of  the  Trademark  Trial  and  Appeal 
Board  are  subject  to  judicial  review.  Some  confusion  may  exist 
in  inter  partes  trademark  proceedings  as  to  whether  certain 
decisions  of  the  Board  are  "final"  fort  purpose  of  judicial 
review. 

An  example  where  confusion  may  arise  is  a  case  in  which 
(1)  an  opposition  is  filed,  (2)  applicant  counterclaims  for 
cancellation  of  a  registration  relied  upon  by  an  opposer,  and  (3) 
the  Board  renders  a  dicision  (generally  on  summary  judgment) 
on  the  opposition,  but  sets  the  counterclaim  for  trial.  Under 
these  circumstances,  there  is  no  final  order  of  the  Board, 
because  a  decision  has  not  been  entered  on  the  counterclaim. 

The  party  losing  the  opposition  may  feel  compelled  to  seek 
judicial  review  within  two  months  of  the  Board's  decision  to 
"prserve"  its  rights.  But  such  an  appeal  appears  to  be  prema- 
ture under  Copeland's  Enterprises,  Inc.  v.  CNV,  Inc.  887  F.2d 
1065,  12  USPQ2d  1563  (fed.  Cir.  1989)  (in  banc).  Copeland's 
is  not  the  only  appeal  which  has  been  dismissed  because  it  was 
taken  from  an  interlocutory  decision  of  the  Board.  See  Cortex 
Corporation  v.  W.L.  Gore  &  Associates,  Inc.,  No.  91-1016 
(Fed.  Cir.  January  14,  1991)(unpublished),  and  Kellogg  Co.  v. 
Pack'em  Enterprises,  Inc.,  No.  90-1336  (Fed.  Cir.  Sept.  27, 
1990)  (unpublished). 

In  an  effort  to  (1)  minimize  disruption  in  proceeding 
pending  before  the  Board,  (2)  eliminate  unnecessary  appeals 
and  filing  of  civil  actions,  only  to  have  the  appeal  or  civil 
action  dismissed  as  premature,  and  (3)  provide  some  certainty 
to  parties  and  their  attorneys  as  to  when  an  appeal  is  timely,  the 
Board  will,  when  resolving  a  merits  issue  prior  to  final 
judgement,  generally  indicate  that  it  has  entered  an  "interlocu- 
tory" order  in  the  proceeding  and  further  set  the  time  for 
seeking  judicial  review  of  the  "interlocutory"  order  to  expire 
two  months  from  the  date  a  final  order  is  entered  in  the 
proceeding. 

Jan.  22,  1991  HARRY  F  MANBECK,  Jr. 

Assistant  Secretary  and  Commissioner 

of  Patents  and  Trademarks 

[1123  TMOG  36] 


SUMMARY:  The  United  States  Patent  and  Trademark  Office 
(Office)  announces  its  intention  to  disseminate  all  future 
editions  of  the  Official  Gazette  of  the  United  States  Patent  and 
Trademark  Office — Trademarks  (OG-T)  solely  in  electronic 
format. 

DATES:  Beginning  on  July  15,  2003,  the  Office  will  publish 
all  future  editions  of  the  OG-T  only  in  electronic  format  via  the 
Internet  at  the  Office  Web  site  (http://frwebgate.access.g- 
po.gov/cgi-bin/ 

leaving.cgi?from=leavingFR.html&log=linklog&to=http:// 
www.uspto.gov). 

SUPPLEMENTARY  INFORMATION: 

Background 

The  Office  has  published  the  Official  Gazette  of  the  United 
States  Patent  and  Trademark  Office — Trademarks  in  paper 
format  for  many  years.  In  March  2002,  the  Office  also 
commenced  publication  of  the  OG-T  on  its  Web  site.  Currently, 
the  Office  provides  the  text  of  the  OG-T  to  the  Govenmient 
Printing  Office  (GPO)  for  paper  publication.  Pubhcation  of  the 
OG-T  is  provided  for  by  15  U.S.C.§§  1051,  1062,  1063  and 
1092.  The  OG-T  is  published  each  week,  and  provides  notice 
of  various  matters  related  to  trademark  registrations  and  to 
applications  for  trademark  registration,  including  listings  of  (1) 
Marks  that  the  Office  has  approved  for  registration,  (2) 
registrations  that  have  been  cancelled,  (3)  registrations  that 
have  expired,  (4)  cancelled  or  expired  registrations  that  have 
been  reinstated,  (5)  registrations  that  have  been  amended  or 
corrected,  (6)  entities  that  have  received  registrations  and  (7) 
new  certificates  that  were  issued  with  respect  to  existing 
registrations.  The  OG-T  also  includes  notices  that  explain 
existing  Office  practice,  as  well  as  notices  that  announce 
proposed  or  actual  changes  to  Office  practice. 

Additionally,  the  OG-T  is  used  to  effect  service  by  publica- 
tion in  connection  with  proceedings  at  the  Trademark  Trial  and 
Appeal  Board,  where  notices  of  proceedings  are  mailed  to  a 
registrant's  last  known  address  but  are  returned  by  the  postal 
service  as  undeliverable.  The  OG-T  also  includes  summaries 
of  final  decisions  issued  by  the  Trademark  Trial  and  Appeal 
Board. 

New  Procedure 

In  view  of  the  widespread  access  to  computers  and  the 
Internet,  the  Office  will  only  publish  the  OG-T  in  electronic 
format  effective  July  15,  2003.  It  is  noted  that  the  Office  will 
continue  to  supply  the  GPO  with  an  electronic  copy  of  each 
issue  of  the  OG-T,  and  that  the  GPO  plans  to  continue  to 
produce  paper  copies  of  the  OG-T.  GPO  also  plans  to  produce 
CD  ROMs  that  feature  searchable  versions  of  the  OG-T,  if 
there  is  sufficient  demand. 

FOR  FURTHER  INFORMATION  CONTACT:  Mary  Han- 
non.  Office  of  the  Commissioner  for  Trademarks,  by  telephone 
at  (703)  306-8910,  ext.  137. 

June  19,  2003  JAMES  E.  ROGAN 

Under  Secretary  of  Commerce  for 

Intellectual  Property  and  Director  of 

the  United  States  Patent  and 

Trademark  Office 

[1273  TMOG  95] 


(254)  DEPARTMENT  OF  COMMERCE 

United  States  Patent  and  Trademark  Office 
[Docket  No.:  2003-T-022] 

Notice  of  Change  in  Publication  Format  for  the 

Official  Gazette  of  the  United  States  Patent  and 

Trademark  Office — Trademarks 

AGENCY:  United  States  Patent  and  Trademark  Office, 
Commerce. 

ACTION:  Notice. 


(255)  DEPARTMENT  OF  COMMERCE 

Patent  and  Trademark  Office 

Electronic  Publication  of  the 
Trademark  Manual  of  Examining  Procedure 

AGENCY:  Patent  and  Trademark  Office,  Commerce. 

ACTION:  Notice  and  request  for  comments. 

SUMMARY:  The  United  States  Patent  and  Trademark  Office 
(USPTO)  announces  its  intention  to  disseminate  all  future 
editions  of  the  Trademark  Manual  of  Examining  Procedure 
(TMEP)  solely  in  electronic  format. 


1280  OG  790 
(255) 


OFFICIAL  GAZETTE 


March  2,  2004 


DATES:  Comments  must  be  received  on  or  before  May  15, 
2002,  to  ensure  consideration. 

ADDRESSES:  Mail  comments  to  the  Commissioner  for 
Trademarks,  2900  Crystal  Drive,  Arlington,  Virginia  22202- 
3513,  attention:  Sharon  Marsh;  fax  comments  to  (703)  872- 
9282,  attention  Sharon  Marsh;  or  e-mail  conmients  to 
eTMEP@uspto.gov. 

Copies  of  all  comments  will  be  available  for  public  inspec- 
tion in  Suite  lOBlO,  South  Tower  Building,  10th  floor,  2900 
Crystal  Drive,  Arlington,  Virginia  22202-3513,  from  8:30  a.m. 
until  5  p.m.,  Monday  through  Friday,  and  will  be  posted  on  the 
www.uspto.gov  Web  site. 

FOR  FURTHER  INFORMATION  CONTACT:  Sharon 
Marsh,  Office  of  the  Commissioner  for  Trademarks,  (703) 
308-8910,  extension  145;  or         e-mail  to 

sharon.marsh@uspto.gov. 

SUPPLEMENTARY  INFORMATION:  The  Trademark 
Manual  of  Examining  Procedure  (TMEP)  is  a  reference  work 
that  sets  forth  the  practices  and  procedures  that  are  followed  in 
connection  with  the  prosecution  of  applications  to  register 
marks  at  the  USPTO.  In  the  past,  the  USPTO  has  provided  the 
text  of  the  TMEP  to  the  Government  Printing  Office  (GPO)  for 
paper  publication,  distribution  and  sale.  The  USPTO,  as  well 
as  private  practitioners  and  others,  bought  copies  of  the  TMEP 
from  the  GPO.  The  GPO  also  provided  deposit  copies  to 
libraries  through  its  Federal  Depository  Library  Program. 

Currently,  the  TMEP  is  available  on  the  Internet  at  the 
USPTO  Web  site  (http://www.uspto.gov),  and  is  also  provided 
in  paper  and  DVD-ROM  formats.  The  USPTO  hereby  an- 
nounces its  intention  to  disseminate  all  future  editions  of  the 
TMEP  solely  in  electronic  form.  Electronic  distribution  of  the 
TMEP  will  enable  the  USPTO  to  provide  more  frequent 
updates  of  the  TMEP,  thereby  benefiting  external  and  internal 
customers.  Additionally,  electronic  dissemination  will  result  in 
substantial  cost  savings. 

A  Federal  agency  that  disseminates  information  electroni- 
cally must  do  so  in  a  manner  consistent  with  guidelines  set 
forth  in  OMB  Circular  A- 130.  Dissemination  of  the  TMEP 
solely  in  electronic  format  is  consistent  with  those  guidelines. 

The  guidelines  require  that  "[a]  change  to  electronic  dis- 
semination, as  the  sole  means  of  disseminating  the  product, 
will  not  impose  substantial  acquisition  or  training  costs  on 
users,  especially  State  and  local  governments  and  small 
business  entities."  OMB  Circular  A- 130,  paragraph  8a(8)(e). 
Elimination  of  the  paper  version  of  the  TMEP  will  not  result  in 
any  significant  acquisition  costs.  The  Internet  version  of  the 
TMEP  can  be  accessed  without  any  special  equipment  or 
software.  Free  access  to  the  TMEP  will  continue  to  be  provided 
on  DVD-ROM  and  via  the  Internet  at  all  eighty-seven  Patent 
and  Trademark  Depository  Library  (PTDL)  locations  through- 
out the  United  States.  Elimination  of  the  paper  version  of  the 
TMEP  is  unlikely  to  significantly  increase  the  demand  for 
computer  capacity  at  the  PTDLs  or  otherwise  impose  a  burden 
on  them.  PTDLs  routinely  provide  reference  assistance  and 
training  in  the  access  and  use  of  this  and  other  trademark 


information.  However,  the  electronic  version  of  the  TMEP  is 
highly  user-friendly,  and  therefore,  its  use  requires  little  or  no 
training.  In  addition,  commercial  vendors  currently  provide  the 
TMEP  in  paper  form,  and  the  USPTO  anticipates  that  avail- 
ability through  this  channel  will  continue. 

The  guidelines  also  provide  that  use  of  electronic  media  is 
proper  if  "[t]he  agency  develops  and  maintains  the  information 
electronically."  OMB  Circular  A- 1 30,  paragraph  8a(8)(a).  The 
information  set  forth  in  the  TMEP  is  both  developed  and 
maintained  electronically. 

A  further  requirement  for  use  of  electronic  means  to 
disseminate  information  is  that  the  "[e]lectronic  media  or 
formats  are  practical  and  cost  effective  ways  to  provide  public 
access  to  a  large,  highly  detailed  volume  of  information." 
OMB  Circular  A- 130,  paragraph  8a(8)(b).  Electronic  dissemi- 
nation of  the  TMEP  is  both  cost-effective  and  practical. 
Non-electronic  dissemination  of  the  TMEP  is  fairly  costly.  For 
example,  when  the  TMEP  was  last  reissued,  the  USPTO 
expended  over  $20,000.00  in  printing  and  binding  costs. 
Electronic  dissemination  would  eliminate  these  costs.  Addi- 
tionally, electronic  dissemination  is  highly  practical;  such 
dissemination  will  allow  the  USPTO  to  issue  updates  when- 
ever required  by  statutory,  regulatory  or  policy  changes. 
Additionally,  the  electronic  format  allows  users  to  conduct 
electronic  searches  of  the  nineteen  chapters  and  numerous 
subsections  that  comprise  the  TMEP. 

The  guidelines  also  require  that  "[t]he  agency  disseminates 
the  product  frequently."  OMB  Circular  A- 130,  paragraph 
8a(8)(c).  The  TMEP  is  disseminated  to  users  on  demand. 
Currently,  the  product  is  updated  every  few  years  because  of 
the  burden  involved  in  printing  and  disseminating  a  several- 
hundred-page  paper  document.  Moving  to  electronic  dissemi- 
nation only  will  permit  the  USPTO  to  issue  much  more 
frequent  updates  and  keep  the  TMEP  current  with  changes  in 
statute,  regulation,  and  procedure. 

The  guidelines  also  provide  that  information  should  not  be 
disseminated  electronically  unless  "[t]he  agency  knows  a 
substantial  portion  of  users  have  ready  access  to  the  necessary 
information  technology  and  training  to  use  electronic  informa- 
tion dissemination  products."  OMB  Circular  A- 130,  paragraph 
8a(8)(d).  The  USPTO  is  confident  that  a  substantial  proportion 
of  its  customers  have  ready  access  to  the  Internet,  the  forum  on 
which  the  TMEP  is  posted,  and  that  its  customers  have  the 
necessary  training  to  utilize  the  TMEP. 

At  this  time,  at  least  one  publisher  offers  a  paper  TMEP  in 
a  slightly  different  format  than  that  offered  by  the  GPO.  Thus, 
the  USPTO  is  confident  that,  if  there  is  a  demand  for  a  paper 
TMEP,  an  entrepreneurial  publisher  exists  who  will  offer  a 
paper  publication. 

April  9,  2002  JAMES  E.  ROGAN 

Under  Secretary  of  Commerce  for 

Intellectual  Property, 

Director,  United  States  Patent 

and  Trademark  Office 
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Patent  Cooperation  Treaty  (PCX)  Information 

For  information  concerning  PCX  member  countries,  see  the 
notice  appearing  in  the  Official  Gazette  at  1277  O.G.  74,  on 
December  16,  2003. 

Either  the  United  States  Patent  and  Xrademark  Office  (USPXO) 
or  the  European  Patent  Office  (EPO)  may  act  as  the  International 
Searching  Authority  (ISA)  for  an  international  application  filed 
with  the  United  States  Receiving  Office  or  the  International  Bureau 
(IB)  as  Receiving  Office  where  at  least  one  of  the  applicants  is 
either  a  national  or  resident  of  the  United  States  of  America. 
However,  the  EPO  is  no  longer  a  competent  ISA,  within  the 
meaning  of  PCX  Article  16(3),  for  international  applications  filed 
by  U.S.  residents  or  nationals  on  or  after  01  March  2002  in  the 
USPXO  or  IB  as  Receiving  Office,  and  where  the  application 
contains  one  or  more  claims  directed  to  the  fields  of  biotechnology 
or  business  methods.  For  the  definition  of  what  the  EPO  considers 
to  be  precluded  subject  matter  in  the  fields  of  biotechnology  and 
business  methods,  applicants  should  see  the  "Notice  from  the 
President  of  the  European  Patent  Office,"  dated  26  November  2001, 
and  which  is  published  as  Annex  A  in  the  "Notice  Concerning  EPO 
Competence  to  Act  as  PCX  Authority"  in  the  Official  Gazette  at 
1255  O.G.  878,  on  February  19,  2002. 

Xhe  European  Patent  Office  may  act  as  the  International  Prelimi- 
nary Examining  Authority  (IPEA)  for  an  international  application 
filed  in  the  United  States  Receiving  Office  or  the  International 
Bureau  as  Receiving  Office  where  at  least  one  of  the  applicants  is 
either  a  national  or  resident  of  the  United  States  of  America, 
provided  that  the  European  Patent  Office  acted  as  the  International 
Searching  Authority.  However,  the  EPO  is  no  longer  a  competent 
IPEA,  within  the  meaning  of  PCX  Article  32(3),  for  international 
applications  filed  by  U.S.  residents  or  nationals  in  the  USPXO  or  IB 
as  a  Receiving  Office  where  the  corresponding  demand  is  filed  with 
the  EPO  on  or  after  01  March  2002,  and  where  the  application 
contains  one  or  more  claims  directed  to  the  fields  of  business 
methods  or  telecommunication.  For  the  definition  of  what  the  EPO 
considers  to  be  precluded  subject  matter  in  the  field  of  telecommu- 
nication, applicants  should  see  the  "Notice  from  the  President  of  the 
European  Patent  Office,"  dated  26  November  2001,  and  which  is 
published  as  Annex  A  in  the  "Notice  Concerning  EPO  Competence 
to  Act  as  PCX  Authority"  in  the  Official  Gazette  at  1255  O.G.  878, 
on  February  19,  2002. 

Xhe  EPO  resumed  its  competence  as  an  International  Searching 
Authority  and  International  Preliminary  Examining  Authority,  ef- 
fective January  1,  2004,  for  international  applications  filed  by 
nationals  or  residents  of  the  United  States  of  America  where  the 
application  contains  one  or  more  claims  relating  to  the  field  of 
biotechnology.  Xhis  change  was  announced  in  the  Official  Gazette 
at  1277  O.G.  230,  on  December  30,  2003. 

Xhe  search  fee  of  the  European  Patent  Office  was  increased, 
eflFective  January  1,  2004,  and  was  announced  in  the  Official 
Gazette  at  1277  O.G.  210,  on  December  30,  2003. 

International  fees  were  changed,  eflFective  on  January  1,  2004, 
due  to  amendments  made  to  the  Regulations  under  the  Patent 
Cooperation  Xreaty  (PCX)  that  will  take  effect  on  January  1 ,  2004. 
Xhe  change  in  the  schedule  of  PCX  fees  was  announced  in  the 
Federal  Register  on  October  20,  2003. 

Xhe  schedule  of  PCX  fees  (in  U.S.  dollars),  as  of  January  1,  2004, 
is  as  follows: 
International  Application  (PCX  Chapter  I)  fees: 

Xransmittal  fee $300.00 

Search  fee 

U.S.  Patent  and  Xrademark  Office 
(USPXO)  as  International  Searching 
Authority  (ISA) 


—  No  corresponding  prior  U.S. 
national  application  filed  under  35 
U.S.C.  111(a) 

—  Corresponding  prior  U.S.  national 
application  has  been  filed  under  35 
U.S.C.  111(a),  the  basic  filing  fee 
under  37  CFR  1.16(a)  has  been  paid 
and  the  prior  U.S.  National 
application  is  identified  by  the 
application  number  if  known,  or  if  the 
application  number  is  not  known,  by 
the  filing  date,  title  and  name  of 
applicant  (and  preferably  by  the 
application  docket  number),  in  the 
international  application  or 
accompanying  the  papers  at  the  time 
of  filing  of  the  international 
application 

—  Supplemental  search  fee,  per 
additional  invention  (payable  only 
upon  invitation) 

European  Patent  Office  as  ISA 

International  fees 

Basic  fee 

Basic  supplemental  fee  (for  each  page 
over  30) 

(A  reduction  of  $74  in  the  international  fees 
is  available  in  certain  cases  where 
PCX-EASY  software  is  used  to  prepare  the 
request,  provided  that  the  necessary 
conditions  are  met.  See  1217  OG  131 
(December  29,  1998)). 

International  Application  (PCX  Chapter  II) 
fees  associated  with  filing  a  Demand  for 
Preliminary  Examination: 

Handling  fee 

Preliminary  examination  fee 

USPXO  as  International  Preliminary 

Examining  Authority  (IPEA) 

—  USPXO  was  ISA  in  PCX  Chapter  I.... 

—  Additional  examination  fee,  per 
additional  invention  (payable  only 
upon  invitation) 

—  USPXO  was  not  ISA  in  PCX 
Chapter  I 

—  Additional  examination  fee,  per 
additional  invention  (payable  only 
upon  invitation) 

Certain  domestic  fees  have  been  changed, 
eflFective  October  1,  2003,  to  adjust  certain 
patent  fee  amounts  to  reflect  fluctuations 
in  the  Consumer  Price  Index. 

U.S.  National  Stage  fees 

Basic  National  fee 
USPXO  was  IPEA 

—  All  claims  presented  satisfied 
provisions  of  PCX  Article  33(2) 

to  (4) $50.00 

—  All  claims  presented  did  not 
satisfy  provisions  of  PCX 

Article  33(2)  to  (4) $365.00 

USPXO  was  ISA  but  not  IPEA $385.00 


$1,000.00 


$300.00 

$1,000.00 
$1,818.00 

$1,035.00 

$11.00 


$148.00 

$600.00 

$600.00 
$750.00 

$600.00 


Small 
Entity 


Regular 


$100.00 


$730.00 
$770.00 
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USPTO  was  neither  ISA  nor  IPEA 
—  Search  report  has  not  been 
prepared  by  the  European 
Patent  Office  or  the  Japan 
Patent  Office 


Correspondence  related  to  maintenance  fees  other  than  payments 

of  maintenance  fees  in  patents  is  not  to  be  mailed  to  P.O.  Box 

371611,  Pittsburgh,  PA  15250-1611,  but  must  be  mailed  to  "Box  M 

Correspondence,  "Commissioner  of  Patents  and  Trademarks,  Wash- 

$540.00        $1,080.00    ington,  DC  20231". 


—  Search  report  has  been 
prepared  by  the  European 
Patent  Office  or  the  Japan 
Patent  Office 

Other  National  fees 

—  For  each  independent  claim  in 
excess  of  3 

—  For  each  claim  in  excess  of  20 . 

—  For  each  application  containing 
a  multiple  dependent  claim 

—  Surcharge  for  filing  oath  or 
declaration  after  the  time  limit 
applicable  under  PCX  Article  22 
or  39(1)  

—  Processing  fee  for  filing 
English  translation  after  the  time 
limit  applicable  under  PCT  Article 
22  or  39(1)  


$460.00 


$43.00 
$9.00 

$145.00 


$65.00 


$130.00 


$920.00 


Patent  owners  must  establish  small  entity  status  according  to  37 
CFR  1 .27  if  they  have  not  done  so  and  if  they  wish  to  pay  the  small 
entity  amount. 


The  current  amounts  of  the  maintenance  fees  due  at  3  years  and 
six  months,  7  years  and  six  months,  and  1 1  years  and  six  months  are 
$86  00    ^^^  io^^  in  37  CFR  1.20(e)-(g),  as  amended  Oct.  1,  2001,  which  are 
$18  00   reproduced  below: 


$290.00 


$130.00 


$130.00 


December  29,  2003 


JAMES  E.  ROGAN 

Under  Secretary  of  Commerce  for 

Intellectual  Property  and  Director  of  the 

United  States  Patent  and  Trademark  Office 


Notice  of  Maintenance  Fees  Payable 

Title  37  Code  of  Federal  Regulations  (CFR),  Section  1.362(d) 
provides  that  maintenance  fees  may  be  paid  without  surcharge  for 
the  six-month  period  beginning  3,  7,  and  11  years  after  the  date  of 
issue  of  patents  based  on  applications  filed  on  or  after  Dec.  12, 
1980.  An  additional  six-month  grace  period  is  provided  by  35 
U.S.C.  41(b)  and  37  CFR  1.362(e)  for  payment  of  the  maintenance 
fee  with  the  surcharge  set  forth  in  37  CFR  1.20(h),  as  amended 
effective  Dec.  16,  1991.  If  the  maintenance  fee  is  not  paid  in  the 
patent  requiring  such  payment  the  patent  will  expire  on  the  4th,  8th, 
or  12th  anniversary  of  the  grant. 

Attention  is  drawn  to  the  patents  which  were  issued  on 
February  13,  2001  for  which  maintenance  fees  due  at  3  years  and 
six  months  may  now  be  paid.  The  patents  have  patent  numbers 
within  the  following  ranges: 

UtUity  Patents  6,189,149  through  6,192,518 

Reissue  Patents  based  on  the  above  identified  patents. 

Attention  is  drawn  to  the  patents  which  were  issued  on 
February  11,  1997  for  which  maintenance  fees  due  at  7  years  and 
six  months  may  now  be  paid.  The  patents  have  patent  numbers 
within  the  following  ranges: 

Utihty  Patents  5,603,116  through  5,604,929 

Reissue  Patents  based  on  the  above  identified  patents. 

Attention  is  drawn  to  the  patents  which  were  issued  on 
February  9,  1993  for  which  maintenance  fees  due  at  11  years  and 
six  months  may  now  be  paid.  The  patents  have  patent  numbers 
within  the  following  ranges: 

Utility  Patents  5,185,889  through  5,187,811 

Reissue  Patents  based  on  the  above  identified  patents. 

No  maintenance  fees  are  required  for  design  or  plant  patents. 

Payments  of  maintenance  fees  in  patents  may  be  submitted 
electronically  over  the  Internet  at  www.uspto.gov. 

Payments  of  maintenance  fees  in  patents  not  submitted  electroni- 
cally over  the  Internet  should  be  mailed  to  "United  States  Patent 
and  Trademark  Office,  PO.  Box  371611,  Pittsburgh,  PA  15250- 
1611". 


37  CFR  §  1.20  Post-issuance  fees 

(e)  For  maintaining  an  original  or  reissue  patent,  except  a  design  or 
plant  patent,  based  on  an  application  filed  on  or  after  Dec.  12, 
1980,  in  force  beyond  4  years;  the  fee  is  due  by  three  years  and 
six  months  after  the  original  grant: 

By  a  small  entity  (§  1.27(a)) $455.00 

By  other  than  a  small  entity $910.00 

(f)  For  maintaining  an  original  or  reissue  patent,  except  a  design  or 
plant  patent,  based  on  an  application  filed  on  or  after  Dec.  12, 
1980  in  force  beyond  8  years;  the  fee  is  due  by  seven  years  and 
six  months  after  the  original  grant: 

By  a  small  entity  (§  1.27(a)) $1,045.00 

By  other  than  a  small  entity $2,090.00 

(g)  For  maintaining  an  original  or  reissue  patent,  except  a  design  or 
plant  patent,  based  on  applications  filed  on  or  after  Dec.  12, 
1980  in  force  beyond  12  years;  the  fee  is  due  by  eleven  years 
and  six  months  after  the  original  grant: 

By  a  small  entity  (§  1.27(a)) $1,610.00 

By  other  than  a  small  entity $3,220.00 


The  amount  of  the  surcharge  for  paying  the  maintenance  fee  during 
the  grace  period  or  after  expiration  of  the  patent  are  set  forth  in  37 
CFR  1.20(h),  and  (i)  which  are  reproduced  below: 

(h)  Surcharge  for  paying  a  maintenance  fee  during  the  6  month 
grace  period  following  the  expiration  of  three  years  and  six 
months,  seven  years  and  six  months,  and  eleven  years  and  six 
months  after  the  date  of  the  original  grant  of  a  patent  based  on 
an  application  filed  on  or  after  Dec.  12,  1980: 

By  a  small  entity  (§  1.27(a)) $65.00 

By  other  than  a  small  entity $130.00 

(i)  Surcharge  for  accepting  a  maintenance  fee  after  expiration  of  a 
patent  for  non-timely  payment  of  a  maintenance  fee  where  the 
delay  is  shown  to  the  satisfaction  of  the  Commissioner  to  have 
been: 

(1)  unavoidable $700.00 

(2)  unintentional $1,640.00 


Notice  of  Expiration  of  Patents 
Due  to  Failure  to  Pay  Maintenance  Fee 

35  U.S.C.  41  and  37  CFR  1.362(g)  provide  that  if  the 
required  maintenance  fee  and  any  applicable  surcharge  are  not 
paid  in  a  patent  requiring  such  payment,  the  patent  will  expire 
at  the  end  of  the  4th,  8th,  or  12th  anniversary  of  the  grant  of  the 
patent  depending  on  the  first  maintenance  fee  which  was  not 
paid. 


March  2,  2004 
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According  to  the  records  of  the  Office,  the  patents  hsted 
below  have  expired  due  to  failure  to  pay  the  required  mainte- 
nance fee  and  any  applicable  surcharge. 

PATENTS  WHICH  EXPIRED  ON  January  7,  2004 
DUE  TO  FAILURE  TO  PAY  MAINTENANCE  FEES 


Patent  Number 

5,077,839 

5,077,845 

5,077,848 

5,077,850 

5,077,854 

5,077,861 

5,077,869 

5,077,876 

5,077,877 

5,077,880 

5,077,894 

5,077,923 

5,077,928 

5,077,936 

5,077,943 

5,077,947 

5.077,951 

5,077,953 

5,077,956 

5,077,965 

5,077,974 

5,077,978 

5,077,981 

5,077,987 

5,078,000 

5,078,012 

5,078,015 

5,078,016 

5,078,018 

5,078,022 

5,078,033 

5,078,044 

5,078,055 

5,078,056 

5,078,058 

5,078,066 

5,078,072 

5,078,075 

5,078,095 

5,078,102 

5,078,108 

5,078,109 

5,078,112 

5,078,113 

5,078,124 

5,078,129 

5,078,147 

5,078,163 

5,078,164 

5,078,179 

5,078,180 

5,078,181 

5,078,187 

5,078,197 

5,078,199 

5,078.200 

5,078,203 

5,078,205 

5,078,206 

5,078,212 

5,078,214 

5,078,216 

5,078,219 

5,078,220 

5,078,224 


Application  Number 

07/562,832 
07/598,163 
07/735,879 
07/720,254 
07/353,637 
07/632,755 
07/685,865 
07/461,261 
07/607,240 
07/632,095 
07/524,503 
07/561,569 
07/597,179 
07/495,610 
07/742,072 
07/594,696 
07/607,043 
07/508,715 
07/699,651 
07/512,705 
07/425,207 
07/537,181 
07/691,923 
07/468,744 
07/702,105 
07/521,825 
07/459,794 
07/619,958 
07/680,587 
07/641,515 
07/611,260 
07/596,554 
07/422,416 
07/306,481 
07/587,972 
07/677,133 
07/703,591 
07/722,087 
07/568,178 
07/629,812 
07/513,710 
07/472,240 
07/360,833 
07/444,247 
07/513,613 
07/490,368 
07/470,113 
07/643,322 
07/235,232 
07/423,575 
07/560,560 
07/562,082 
07/405,198 
07/505,226 
07/640,936 
07/651,584 
07/671,951 
07/347,294 
07/537,497 
07/578,298 
07/510,056 
07/633,129 
07/553,467 
07/565,633 
07/559,080 


Issue  Date 

01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 


5,078,233 

5,078,243 

5,078,244 

5,078,246 

5,078,253 

5,078,255 

5,078,260 

5,078,263 

5,078,268 

5,078,272 

5,078,273 

5,078,296 

5,078,306 

5,078,307 

5,078,311 

5,078,313 

5,078,319 

5,078,323 

5,078,327 

5,078,334 

5,078,340 

5,078,345 

5,078,364 

5,078,370 

5,078.372 

5,078,374 

5,078,378 

5,078,379 

5,078,390 

5,078,398 

5,078,400 

5,078,425 

5,078,439 

5,078,444 

5,078,448 

5,078,449 

5,078,451 

5,078,452 

5,078,454 

5,078,457 

5,078,458 

5,078,459 

5,078,467 

5,078,470 

5,078,471 

5,078,472 

5,078,475 

5,078,477 

5,078,478 

5,078,483 

5,078,485 

5,078,497 

5,078,508 

5,078,513 

5,078,515 

5,078,518 

5,078,522 

5,078,523 

5,078,527 

5,078,538 

5,078,540 

5,078,542 

5,078,549 

5,078,554 

5,078,559 

5,078,560 

5,078,562 

5,078,568 

5,078,571 

5,078,579 

5,078,584 

5,078,585 

5,078,588 


07/654,273 

07/544,238 

07/632,880 

07/532,443 

07/325,027 

07/640,885 

07/646,445 

07/206,782 

07/573,739 

07/667,116 

07/653,949 

07/520,173 

07/608,011 

07/548,581 

07/711,552 

07/550,821 

07/564,939 

07/553,432 

07/455,445 

07/482,638 

07/571,599 

07/610,518 

07/558,226 

07/618,335 

07/589,063 

07/479,963 

07/589,864 

07/717,188 

07/406,558 

07/468,748 

07/448,009 

07/550,323 

07/583,973 

07/600,810 

07/629,525 

07/669,915 

07/568,184 

07/630,627 

07/380,909 

07/559,522 

07/530,493 

07/555,922 

07/651,734 

07/542,092 

07/588,012 

07/523,397 

07/328,706 

07/433,261 

07/523,471 

07/302,314 

07/535,028 

07/399,051 

07/684,997 

07/610,778 

07/622,691 

07/631,357 

07/515,122 

07/440,411 

07/697,516 

07/491,104 

07/573,337 

07/658,902 

07/555,318 

07/573,123 

07/447,537 

07/440,314 

07/699,137 

07/610,858 

07/630,735 

07/544,245 

07/648,153 

07/407,844 

07/588,262 


01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
01/07/92 
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Patent  Number 

Application  Number 

Issue  Date 

5,079,027 

07/456,360 

01/07/92 

5,079,030 

07/501,817 

01/07/92 

5,078,591 

07/684,842 

01/07/92 

5,079,036 

07/558,941 

01/07/92 

5,078,598 

07/565,551 

01/07/92 

5,079,051 

07/448,045 

01/07/92 

5,078,600 

07/542,966 

01/07/92 

5,079,055 

07/410,411 

01/07/92 

5,078,603 

07/410,914 

01/07/92 

5,079,060 

07/427,493 

01/07/92 

5,078,605 

07/445,401 

01/07/92 

5,079,072 

07/396,344 

01/07/92 

5,078,616 

07/695,836 

01/07/92 

5,079,075 

07/360,015 

01/07/92 

5,078,618 

07/664,712 

01/07/92 

5,079,078 

07/471,328 

01/07/92 

5,078,625 

07/538,930 

01/07/92 

5,079,091 

07/568,147 

01/07/92 

5,078,632 

07/569,143 

01/07/92 

5,079,092 

07/556,697 

01/07/92 

5,078,640 

07/657,002 

01/07/92 

5,079,094 

07/564,484 

01/07/92 

5,078,642 

07/602,812 

01/07/92 

5,079,096 

07/492,958 

01/07/92 

5,078,659 

07/535,462 

01/07/92 

5,079,103 

07/514,459 

01/07/92 

5,078,660 

07/690,085 

01/07/92 

5,079,104 

07/670,845 

01/07/92 

5,078,670 

07/463,118 

01/07/92 

5,079,108 

07/714,355 

01/07/92 

5,078,676 

07/607,892 

01/07/92 

5,079,114 

07/440,914 

01/07/92 

5,078,679 

07/611,976 

01/07/92 

5,079,115 

07/372,389 

01/07/92 

5,078,689 

07/523,395 

01/07/92 

5,079,129 

07/445,134 

01/07/92 

5,078,692 

07/391,994 

01/07/92 

5,079,131 

07/653,992 

01/07/92 

5,078,699 

07/410,927 

01/07/92 

5,079,155 

07/413,867 

01/07/92 

5,078,705 

07/651,275 

01/07/92 

5,079,163 

07/025,262 

01/07/92 

5,078,707 

07/652,440 

01/07/92 

5,079,185 

07/597.782 

01/07/92 

5,078,713 

07/444,027 

01/07/92 

5,079,186 

07/367,570 

01/07/92 

5,078,717 

07/580,782 

01/07/92 

5,079,187 

07/347,422 

01/07/92 

5,078,742 

07/529,411 

01/07/92 

5,079,195 

07/144,931 

01/07/92 

5,078,745 

07/415,245 

01/07/92 

5,079,197 

07/599,865 

01/07/92 

5,078,747 

07/560,690 

01/07/92 

5,079,202 

07/658,738 

01/07/92 

5,078,753 

07/594,337 

01/07/92 

5,079,204 

07/516,855 

01/07/92 

5,078,755 

07/639,399 

01/07/92 

5,079,208 

07/454,881 

01/07/92 

5,078,759 

07/597,167 

01/07/92 

5,079,218 

07/291,733 

01/07/92 

5,078,765 

07/433,111 

01/07/92 

5,079,219 

07/455,476 

01/07/92 

5,078,766 

07/553,747 

01/07/92 

5,079,222 

07/236,925 

01/07/92 

5,078,773 

07/577,159 

01/07/92 

5,079,224 

07/598,754 

01/07/92 

5,078,783 

07/569,685 

01/07/92 

5,079,225 

07/492,746 

01/07/92 

5,078,793 

07/470,926 

01/07/92 

5,079,229 

07/320,139 

01/07/92 

5,078,795 

07/663,117 

01/07/92 

5,079,232 

07/447,891 

01/07/92 

5,078,797 

07/627,047 

01/07/92 

5,079,242 

07/460,117 

01/07/92 

5,078,815 

07/535,664 

01/07/92 

5,079,245 

07/375,591 

01/07/92 

5,078,818 

07/510,510 

01/07/92 

5,079,256 

07/412,840 

01/07/92 

5,078,820 

07/328,402 

01/07/92 

5,079,269 

07/323,960 

01/07/92 

5,078,834 

07/347,123 

01/07/92 

5,079,273 

07/498,417 

01/07/92 

5,078,839 

07/474,118 

01/07/92 

5,079,277 

07/343,638 

01/07/92 

5,078,845 

07/617,448 

01/07/92 

5,079,281 

07/442,185 

01/07/92 

5,078,846 

07/567,072 

01/07/92 
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6,010,619 

09/010,198 

01/04/00 

09/066,553 

01/04/00 

6,010,621 

09/038,590 

01/04/00 

09/123,268 

01/04/00 

6,010,624 

09/045,996 

01/04/00 

09/138,584 

01/04/00 

6,010,626 

09/011,386 

01/04/00 

08/930,537 

01/04/00 

6,010,628 

08/975,991 

01/04/00 

09/157,667 

01/04/00 

6,010,629 

09/012,423 

01/04/00 

09/137,055 

01/04/00 

6,010,647 

09/086,621 

01/04/00 
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Patent  Number 

Application  Number 

Issue  Date 

6,011,321 
6,011,327 

6,010,651 

09/176,303 

01/04/00 

6,011,334 

6,010,652 

09/047,135 

01/04/00 

6,011,345 

6,010,693 

08/821,578 

01/04/00 

6,011,352 

6,010,697 

09/141,441 

01/04/00 

6,011,360 

6,010,699 

08/815,941 

01/04/00 

6,011,362 

6,010,700 

08/803,603 

01/04/00 

6,011,363 

6,010,701 

08/947,164 

01/04/00 

6,011,366 

6,010,748 

09/017,384 

01/04/00 

6,011,381 

6,010,753 

09/238,998 

01/04/00 

6,011,414 

6,010,755 

08/869,200 

01/04/00 

6,011,417 

6,010,758 

08/873,764 

01/04/00 

6,011,423 

6,010,767 

08/914,720 

01/04/00 

6,011,427 

6,010,770 

08/955,259 

01/04/00 

6,011,434 

6,010,789 

08/850,457 

01/04/00 

6,011,455 

6,010,814 

09/178,583 

01/04/00 

6,011,462 

6,010,817 

08/762,441 

01/04/00 

6,011,468 

6,010,837 

08/842,281 

01/04/00 

6,011,472 

6,010,854 

08/887,769 

01/04/00 

6,011,476 

6,010,865 

08/564,225 

01/04/00 

6,011,484 

6,010,876 

08/746,160 

01/04/00 

6,011,488 

6,010,907 

09/078,064 

01/04/00 

6,011,503 

6,010,916 

08/985,553 

01/04/00 

6,011,514 

6,010,918 

09/021,317 

01/04/00 

6,011,523 

6,010,925 

09/033,521 

01/04/00 

6,011,524 

6,010,928 

09/063,302 

01/04/00 

6,011,528 

6,010,943 

09/089,248 

01/04/00 

6,011,532 

6,010,946 

08/914,169 

01/04/00 

6,011,548 

6,010,956 

08/807,504 

01/04/00 

6,011,559 

6,010,957 

08/882,423 

01/04/00 

6,011,563 

6,010,977 

09/103,785 

01/04/00 

6,011,591 

6,010,993 

09/101,574 

01/04/00 

6,011,622 

6,011,003 

08/750,141 

01/04/00 

6,011,623 

6,011,006 

09/261,367 

01/04/00 

6,011,625 

6,011,017 

09/060,773 

01/04/00 

6,011,626 

6,011,027 

09/252,166 

01/04/00 

6,011,640 

6,011,043 

09/100,562 

01/04/00 

6,011,650 

6,011,046 

08/727,599 

01/04/00 

6,011,682 

6,011,057 

09/109,298 

01/04/00 

6,011,684 

6,011,069 

08/767,624 

01/04/00 

6,011,700 

6,011,072 

09/149,370 

01/04/00 

6,011,702 

6,011,073 

09/168,195 

01/04/00 

6,011,708 

6,011,076 

09/112,420 

01/04/00 

6,011,718 

6,011,085 

09/096,535 

01/04/00 

6,011,758 

6,011,087 

08/995,729 

01/04/00 

6,011,774 

6,011,099 

09/171,198 

01/04/00 

6,011,777 

6,011,106 

09/160,412 

01/04/00 

6,011,780 

6,011,109 

09/063,563 

01/04/00 

6,011,794 

6,011,114 

08/677,053 

01/04/00 

6,011,817 

6,011,118 

09/016,539 

01/04/00 

6,011,821 

6,011,119 

08/684,195 

01/04/00 

6,011,833 

6,011,122 

09/225,621 

01/04/00 

6,011,840 

6,011,125 

09/160,676 

01/04/00 

6,011,849 

6,011,127 

08/813,756 

01/04/00 

6,011,852 

6,011,128 

09/099,881 

01/04/00 

6,011,865 

6,011,131 

09/081,887 

01/04/00 

6,011,896 

6,011,141 

09/091,360 

01/04/00 

6,011,903 

6,011,151 

08/732,444 

01/04/00 

6,011,904 

6,011,156 

09/329,987 

01/04/00 

6,011,915 

6,011,178 

09/266,741 

01/04/00 

6,011,917 

6,011,198 

08/759,463 

01/04/00 

6,011,932 

6,011,199 

08/937,610 

01/04/00 

6,011,933 

6,011,206 

09/019,028 

01/04/00 

6,011,944 

6,011,223 

09/056,640 

01/04/00 

6,011,957 

6,011,224 

09/183,213 

01/04/00 

6,011,977 

6,011,226 

09/128,201 

01/04/00 

6,011,980 

6,011,231 

09/031,255 

01/04/00 

6,012,019 

6,011,237 

09/335,220 

01/04/00 

6,012,034 

6,011,238 

09/243,817 

01/04/00 

6,012,036 

6,011,240 

09/091,287 

01/04/00 

6,012,042 

6,011,247 

09/033,021 

01/04/00 

6,012,045 

6,011,263 

08/967,552 

01/04/00 

6,012,061 
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09/075,909 
08/994,118 
08/808,162 
08/796,950 
08/978,075 
08/932,986 
08/753,044 
09/017,251 
08/904,186 
09/184,609 
09/017,920 
09/153,747 
08/862,896 
08/770,519 
09/053,166 
09/101,757 
09/184,524 
09/290,208 
09/243,444 
08/917,223 
08/862,474 
08/983,328 
08/865,008 
09/178,536 
08/765,118 
08/248,524 
08/348,959 
08/789,688 
09/148,569 
08/747,414 
08/427,668 
08/886,996 
08/876,524 
09/093,400 
09/112,049 
09/045,258 
08/995,506 
09/031,177 
09/087,050 
09/059,742 
08/980,516 
09/053,532 
08/210,979 
09/334,291 
09/108,672 
08/774,839 
08/819,069 
08/862,631 
08/711,211 
08/886,997 
08/869,681 
09/132,397 
08/954,319 
08/919,203 
09/076,621 
08/061,495 
09/317,825 
09/197,843 
08/872,758 
08/946,239 
08/737,259 
09/062,468 
09/022,795 
08/757,972 
08/845,265 
08/565,155 
08/900,703 
08/956,436 
08/910,555 
08/635,418 
08/698,816 
08/886,492 
08/978,697 
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^atent  Number 

Application  Number 

Issue  Date    6,012,097 

08/960,338 

01/04/00 

6,012,128 

08/999,667 

01/04/00 

i.0 12,066 

08/942,401 

01/04/00    6,012,144 

08/942,570 

01/04/00 

5,012,080 

08/624,013 

01/04/00    6,012,145 

08/640,919 

01/04/00 

S,012,084 

08/904,939 

01/04/00    6,012,153 

08/869,663 

01/04/00 

3,012,093 

08/874,809 

01/04/00   6,012,158 

08/770,643 

01/04/00 

Patents  Reinstated  Due  to  the  Acceptance  of  a 
Late  Maintenance  Fee  from  02/02/2004 


Patent  Number 

Application  Number 

Filing  Date 

Issue  Date 

4,937,819 

07/249,450 

09/26/88 

06/26/90 

4,996.662 

06/538,644 

10/03/83 

02/26/91 

5,033,223 

07/403,925 

09/07/89 

07/23/91 

5,033,987 

07/590,546 

09/27/90 

07/23/91 

5,041,314 

07/480,615 

02/15/90 

08/20/91 

5,065,560 

07/623,056 

12/06/90 

11/19/91 

5,069,073 

07/489,698 

03/07/90 

12/03/91 

5,377,564 

08/135,012 

10/12/93 

01/03/95 

5,389,132 

08/190,316 

02/02/94 

02/14/95 

5,392,236 

08/084,022 

06/30/93 

02/21/95 

5,402,774 

08/144,825 

11/01/93 

04/04/95 

5,408,884 

08/163,136 

12/06/93 

04/25/95 

5,411,144 

07/832,746 

02/07/92 

05/02/95 

5,430,456 

07/851,078 

03/13/92 

07/04/95 

5,438,273 

08/299,524 

09/01/94 

08/01/95 

5,449,000 

08/076,554 

06/11/93 

09/12/95 

5,468,224 

08/376,687 

01/23/95 

11/21/95 

5,471,114 

08/260,487 

06/15/94 

11/28/95 

5,480,334 

08/231,165 

04/22/94 

01/02/96 

5,728,719 

08/403,414 

03/14/95 

03/17/98 

5,747,057 

08/626,001 

04/01/96 

05/05/98 

5,763,181 

08/706,135 

08/30/96 

06/09/98 

5,791,517 

08/604,446 

02/21/96 

08/11/98 

5,805,595 

08/735,478 

10/23/96 

09/08/98 

5,816,770 

08/787,174 

01/23/97 

10/06/98 

5,909,983 

08/804,738 

02/21/97 

06/08/99 

5,915,654 

08/939,965 

09/29/97 

06/29/99 

5,930,173 

08/857,038 

05/15/97 

07/27/99 

5,943,190 

08/823,117 

03/25/97 

08/24/99 

5,950,336 

08/911,332 

08/14/97 

09/14/99 

5,951,216 

08/934,057 

09/19/97 

09/14/99 

5,957,496 

08/909,524 

08/12/97 

09/28/99 

5,964,463 

08/831,012 

03/19/97 

10/12/99 

5,965,181 

08/965,289 

11/06/97 

10/12/99 

5,975,704 

09/030,609 

02/25/98 

11/02/99 

5,977,415 

09/136,974 

08/20/98 

11/02/99 

5,988,495 

08/917,645 

08/22/97 

11/23/99 

5,990,941 

08/516,629 

08/18/95 

11/23/99 

5,991,249 

08/902,398 

07/29/97 

11/23/99 

5,992,602 

08/887,442 

07/02/97 

11/30/99 

6,001,340 

08/039,843 

03/30/93 

12/14/99 

6,001,382 

08/674,813 

07/03/96 

12/14/99 

6,003,289 

09/100,184 

06/19/98 

12/21/99 

6,012,685 

08/115,187 

08/31/93 

01/11/00 

Reissue  Applications  Filed 

Notice  under  37  CFR  1.11(b).  The  reissue  applications  listed 
below  are  open  to  inspection  by  the  general  public  in  the  indicated 
Examining  Groups  and  copies  may  be  obtained  by  paying  the  fee 
therefor  (37  CFR  1.19(b)). 

5,734,555,  Re.  S.N.  10/664,051,  Sep.  17,  2003,  Cl./Sub  361/704, 
SHARED  SOCKET  MULTI-CHIP  MODULE  AND/OR  PIGGY- 
BACK PIN  GRID  ARRAY  PACKAGE,  John  Francis  McMahon, 
(Deceased),  Owner  of  Record;  Intel  Corporation,  Santa  Clara,  CA, 
Attorney  or  Agent:  Charles  L.  Sholz,  Ex.  Gp:  2835 

5,806,605,  Re.  S.N.  10/728,220,  Dec.  04,  2003,  Cl./Sub  172/145, 
IMPLEMENT  FOR  PREPARING  SEEDBEDS,  Kevin  V.  Keigley, 


Granted  Date 

02/02/04 
02/06/04 
02/06/04 
02/02/04 
02/05/04 
02/04/04 
02/03/04 
02/02/04 
02/02/04 
02/06/04 
02/05/04 
02/05/04 
02/05/04 
02/03/04 
02/04/04 
02/05/04 
02/02/04 
02/04/04 
02/05/04 
02/04/04 
02/04/04 
02/05/04 
02/04/04 
02/03/04 
02/05/04 
02/06/04 
02/04/04 
02/06/04 
02/06/04 
02/06/04 
02/02/04 
02/06/04 
02/06/04 
02/03/04 
02/04/04 
02/02/04 
02/02/04 
02/05/04 
02/05/04 
02/05/04 
02/05/04 
02/06/04 
02/02/04 
02/06/04 


Owner  of  Record:  Absolute  Innovations,  Inc.,  Osceola,  IN,  Attor- 
ney or  Agent:  Thomas  P.  Riley,  Ex.  Gp:  3616 

5,937,095,  Re.  S.N.  10/662,949,  Sep.  16,  2003,  Cl./Sub  382/233, 
METHOD  FOR  ENCODING  AND  DECODING  MOVING  PIC- 
TURE SIGNALS,  Yutaka  Machida,  Owner  of  Record:  Matsushita 
Electric  Industrial  Co.,  Ltd.,  Osaka,  Japan,  Attorney  or  Agent: 
Israel  Gopstein,  Ex.  Gp:  2621 

5,997,817,  Re.  S.N.  10/409,721,  Apr.  09,  2003,  Cl./Sub  422/058, 
ELECTROCHEMICAL  BIOSENSOR  TEST  STRIP  Inventor:  Wil- 
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liam  F.  Crismore,  et  al.,  Owner  of  Record:  Roche  Diagnostics 
Corporation,  Indianapolis,  IN,  Attorney  or  Agent:  Thomas  O. 
Henry,  Ex.  Gp:  1741 

6,104,761,  Re.  S.N.  10/718,507,  Nov.  19,  2003,  Cl./Sub  375/296, 
CONSTRAINED-ENVELOPE  DIGITAL-COMMUNICATIONS 
TRANSMISSION  SYSTEM  AND  METHOD  THEREFOR, 
Ronald  D.  McCallister,  et  al.,  Owner  of  Record:  Intersil  Americas, 
Inc.,  Milpitas,  CA,  Attorney  or  Agent:  Lowell  W.  Gresham,  Ex.  Gp: 
2631 

6,146,310,  Re.  S.N.  10/728,221,  Dec.  05,  2003,  Cl./Sub  477/148, 
ADAPTIVE  AUTOMATED  TRANSMISSION  DOWNSHIFT 
CONTORL,  Daniel  P.  Janecke,  Owner  of  Record:  Eaton  Corpora- 
tion, Cleveland,  OH,  Attorney  or  Agent:  Howard  D.  Gordon,  Ex. 
Gp:  3681 

6,318,171,  Re.  S.N.  10/718,511,  Nov.  20,  2003,  Cl./Sub  073/ 
204.270,  FLOW  RATE  SENSOR  IMPLEMENTING  A  PLURAL- 
ITY OF  INNER  TUBES  LOCATED  WITHIN  A  SENSOR  TUBE, 
Isao  Suzuki,  Owner  of  Record:  MKS  Japan,  Inc.,  Tokyo,  Japan, 
Attorney  or  Agent:  Jeffrey  J.  Miller,  Ex.  Gp:  2855 

6,320,932,  Re.  S.N.  10/718,506,  Nov.  20,  2003,  Cl./Sub  378/065, 
MINIATURE  RADIATION  SOURCE  WITH  FLEXIBLE  PROBE 
AND  LASER  DRIVEN  THERMIONIC  EMITTER,  Inventor: 
Mark  Dinsmore,  Owner  of  Record:  Carl-Zeiss-Stiftung,  (doing 
business  as  Carl  Zeiss),  Attorney  or  Agent:  Elizabeth  E.  Kim,  Ex. 
Gp:  2882 

6,320,971,  Re.  S.N.  10/718,508,  Nov.  20,  2003,  Cl./Sub  381/386, 
SPEAKER  SYSTEM  AND  A  METHOD  FOR  IMPROVING 
SOUND  QUALITY  THEREOF,  Katsutoshi  Tozawa,  Owner  of 
Record:  Inventor,  Attorney  or  Agent:  Rebecca  J.  Brandau,  Ex.  Gp: 

2644 

6,324,373,  Re.  S.N.  10/722,167,  Nov.  26,  2003,  Cl./Sub  399/296, 
PRE-TRANSFER  SYSTEM  IN  AN  IMAGE  FORMING  APPARA- 
TUS, Yong-Hwan  Park,  Owner  of  Record:  Samsung  Electronics 
Co.,  Ltd.,  Kyungki-Do,  Korea,  Attorney  or  Agent:  Patrick  J. 
Stanzione,  Ex.  Gp:  2852 

6,325,294,  Re.  S.N.  10/729,584,  Dec.  04,  2003,  Cl./Sub  235/487, 
METHOD  OF  MANUFACTURING  AN  ENCLOSED  TRANS- 
CEIVER, Mark  E.  Tuttle,  et  al..  Owner  of  Record:  Micron 
Technology,  Inc.,  Boise,  ID,  Attorney  or  Agent:  Deepak  Malhotra, 
Ex.  Gp:  2876 

6,326,962,  Re.  S.N.  10/728,743,  Dec.  04,  2003,  Cl./Sub  345/348, 
GRAPHIC  USER  INTERFACE  FOR  DATABASE  SYSTEM,  An- 
drew J.  Szabo,  Owner  of  Record:  DobuleAgent,  LLC,  New  York 
NY,  Attorney  or  Agent:  Steven  M.  Hoflfberg,  Ex.  Gp:  2173 

6,327,497,  Re.  S.N.  10/727,327,  Dec.  03,  2003,  Cl./Sub  607/003, 
PORTABLE  EMERGENCY  OXYGEN  AND  AUTOMATIC  EX- 
TERNAL DEFIBRILLATOR  (AED)  THERAPY  SYSTEM,  John 
Kirchgeorg,  et  al..  Owner  of  Record:  Life  Corporation,  Milwaukee, 
WI,  Attorney  or  Agent:  Joseph  J.  Berghammer,  Ex.  Gp:  3762 

6,327,497,  Re.  S.N.  10/727,328,  Dec.  03,  2003,  Cl./Sub  607/003, 
PORTABLE  EMERGENCY  OXYGEN  AND  AUTOMATIC  EX- 
TERNAL DEHBRILLATOR  (AED)  THERAPY  SYSTEM,  John 
Kirchgeorg,  et  al..  Owner  of  Record:  Life  Corporation,  Milwaukee, 
WI,  Attorney  or  Agent:  Joseph  J.  Berghammer,  Ex.  Gp:  3762 

6,328,482,  Re.  S.N.  10/729,582,  Dec.  06,  2003,  Cl./Sub  385/088, 
MULTILAYTER  OPTICAL  FIBER  COUPLER,  Benjamin  Jian, 
Owner  of  Record:  Arrayed  Fiber  Optics  Corporation,  Fremont, 
CA,  Attorney  or  Agent:  Joshua  D.  Isenberg,  Ex.  Gp:  2874 

6,386,321,  Re.  S.N.  10/718,510,  Nov.  20,  2003,  Cl./Sub  182/187, 
SELF  LEVELING  TREE  STAND,  Anthony  J.  Muhich,  Owner  of 
Record:  Inventor,  Attorney  or  Agent:  Michael  O.  Sturm,  Ex.  Gp: 
3634 


6,414,660,  Re.  S.N.  10/727,326,  Dec.  04,  2003,  Cl./Sub  345/204. 
DISPLAY  DEVICE  AND  METHOD  OF  CONTROLLING  ITS 
BRIGHTNESS,  Mitsuhiro  Kasahara,  et  al.,  Owner  of  Record: 
Matsushita  Electric  Industrial  Co.,  Ltd.,  Osaka,  Japan,  Attorney  or 
Agent:  Bruce  H.  Bernstein,  Ex.  Gp:  2673 

I 

6,441,803,  Re.  S.N.  10/727,331,  Dec.  04,  2003,  Cl./Sub  345/204,' 
DISPLAY  DEVICE  AND  LUMINANCE  CONTROL  METHOD 
THEREFOR,  Mitsuhiro  Kasahara,  et  al..  Owner  of  Record:  Mat- 
sushita Electric  Industrial  Co.,  Ltd.,  Osaka,  Japan,  Attomey  or 
Agent:  Bruce  H.  Bernstein.  Ex.  Gp:  2673 

6,492,965,  Re.  S.N.  10/727,330,  Dec.  04,  2003,  Cl./Sub  345/204, 
DISPLAY  DEVICE  AND  LUMINANCE  CONTROL  METHOD 
THEREFOR,  Mitsuhiro  Kasahara,  et  al..  Owner  of  Record:  Mat- 
sushita Electric  Industrial  Co.,  Ltd.,  Osaka,  Japan,  Attomey  or 
Agent:  Bruce  H.  Bernstein,  Ex.  Gp:  2673 

6,509,884,  Re.  S.N.  10/727,329,  Dec.  04,  2003,  Cl./Sub  345/204, 
DISPLAY  DEVICE  AND  LUMINANCE  CONTROL  METHOD 
THEREFOR,  Mitsuhiro  Kasahara,  et  al..  Owner  of  Record:  Mat- 
sushita Electric  Industrial  Co.,  Ltd.,  Osaka,  Japan,  Attomey  or 
Agent:  Bruce  H.  Bernstein,  Ex.  Gp:  2673 

6,527,494,  Re.  S.N.  10/729,896,  Dec.  08,  2003,  Cl./Sub  414/482, 
TRAILER  HAVING  TILT  AND  DUMP  FUNCTIONS,  Joseph  C. 
Hurlburt,  Owner  of  Record:  Innovation  by  Contract,  Inc.,  Lan- 
caster, PA,  Attomey  or  Agent:  Larry  W.  Miller,  Ex.  Gp:  3652 


Requests  for  Ex  Parte  Reexamination  Filed 

D.  481,276,  Reexam.  C.N.  90/006,917,  Requested  Date:  Jan.  21, 
2004,  CI.  D08/028,  Title:  WRENCH,  Inventor:  Bobby  Hu,  Owners 
of  Record:  Bobby  Hu,  Taichung,  Taiwan,  Attomey  or  Agent:  Alan 
D.  Kamrath,  Esq.,  Rider,  Bennett,  Egan  &  Arundel,  LLP,  Minne- 
apolis, MN,  Ex.  Gp.:  2912,  Requester:  Morton  J.  Rosenberg, 
Ellicott  City,  MD 

4,964,736,  Reexam.  C.N.  90/006,904,  Requested  Date:  Jan.  12, 
2004,  CI.  374/140,  Title:  IMMERSION  MEASURING  PROBE 
FOR  USE  IN  MOLTEN  METALS,  Inventor:  Omer  Cure,  et.  al.. 
Owners  of  Record:  Hereaus  Electro-Nite  Co.,  Langhorne,  PA, 
Attomey  or  Agent:  Akin  Gump  Strauss  Hauer  &  Feld,  Philadelphia, 
PA,  Ex.  Gp.:  2859,  Requester:  Owner 

5,617,612,  Reexam.  C.N.  90/006,916,  Requested  Date:  Jan.  20, 
2004,  CI.  016/278,  Title:  SINGLE-PIN  FURNITURE  HINGE, 
Inventor:  Franco  Ferrari,  et.  al..  Owners  of  Record:  Ferrari,  Lecco, 
Italy,  Attomey  or  Agent:  James  L.  Lester,  MacCord  Mason,  PLLC, 
Greensboro,  NC,  Ex.  Gp.:  3676,  Requester:  Owner 

5,683,384,  Reexam.  C.N.  90/006,909,  Requested  Date:  Jan.  14, 
2004,  CI.  606/041,  Title:  MULTIPLE  ANTENNA  ABLATION 
APPARATUS,  Inventor:  Edward  J.  Gough,  et.  al.,  Owner  of 
Record:  RITA  Medical  Systems,  Mountain  View,  CA,  Attomey  or 
Agent:  Perkins  Coie,  LLP,  Menlo  Park,  CA,  Ex.  Gp.:  3739, 
Requester:  Owner 

5,958,106,  Reexam.  C.N.  90/006,911,  Requested  Date:  Jan.  15, 
2004,  CI.  075/370,  Title:  METHOD  OF  MAKING  METALS  AND 
OTHER  ELEMENTS  FROM  THE  HALIDE  VAPOR  OF  THE 
METAL,  Inventor:  Donn  R.  Armstrong,  et.  al..  Owner  of  Record: 
International  Titanium  Powder,  L.  L.  C,  Lockport,  IL,  Attomey  or 
Agent:  Harry  M.  Levy,  Emrich  &  Dithmar,  Chicago,  IL,  Ex.  Gp.: 
1742,  Requester:  Owner 

6,398,556,  Reexam.  C.N.  90/006,915,  Requested  Date:  Aug.  25, 
2003,  CI.  434/219,  Tide:  INEXPENSIVE  COMPUTER-AIDED 
LEARNING  METHODS  AND  APPARATUS  FOR  LEARNERS, 
Inventor:  Chi  Fai  Ho,  et.  al..  Owner  of  Record:  Chi  Fai  Ho, 
Sunnyvale,  CA;  John  Del  Favero,  Jr,  Menlo  Park,  CA;  Peter  P. 
Tong,  Mountain  View,  CA,  Attomey  or  Agent:  Peter  P.  Tong, 
Mountain  View,  CA,  Ex.  Gp.:  3713,  Requester:  Stephen  C.  Durant, 
Morrison  &  Foerster,  San  Francisco,  CA 
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6,409,797,  Reexam.  C.N.  90/006,912,  Requested  Date:  Jan.  15, 
2004,  CI.  075/343,  Title:  METHOD  OF  MAKING  METALS  AND 
OTHER  ELEMENTS  FROM  THE  HALIDE  VAPOR  OF  THE 
METAL,  Inventor:  Donn  Reynolds  Armstrong,  et.  al..  Owner  of 
Record:  International  Titanium  Powder,  L.  L.  C,  Lockport,  IL, 
Attorney  or  Agent:  Harry  M.  Levy,  Emrich  &  Dithmar,  Chicago,  IL, 
Ex.  Gp.:  1742,  Requester:  Owner 

6,415,486,  Reexam.  C.N.  90/006,914,  Requested  Date:  Jan.  21, 
2004,  CI.  029/90.1,  Title:  METHOD  AND  APPARATUS  FOR 
PROVIDING  A  RESIDUAL  STRESS  DISTRIBUTION  IN  THE 
SURFACE  OF  A  PART,  Inventor:  Paul  S.  Prevey,  III,  Owner  of 
Record:  Surface  Technology  Holdings,  Ltd.,  Cincinnati,  OH,  Attor- 
ney or  Agent:  Mark  F.  Smith,  SB  Technology  Law,  Mason,  OH,  Ex. 
Gp.:  3726,  Requester:  Terry  Jacobs,  Milford,  OH 

6,605,085,  Reexam.  C.N.  90/006,913,  Requested  Date:  Jan.  16, 
2004,  CI.  606/041,  TiUe:  RF  TREATMENT  APPARATUS,  Inven- 
tor: Stuart  D.  Edwards,  Owner  of  Record:  RITA  Medical  Systems, 
Inc.,  Mountain  View,  CA,  Attorney  or  Agent:  Jacqueline  F.  Ma- 
honey,  Perkins  Cole,  Menlo  Park,  CA,  Ex.  Gp.:  3739,  Requester: 
Owner 


Notice  of  Expiration  of  Trademark  Registrations 
Due  to  Failure  to  Renew 

15  U.S.C.  1059  provides  that  each  trademark  registration  may  be 
renewed  for  periods  of  ten  years  from  the  end  of  the  expiring  period 
upon  payment  of  the  prescribed  fee  and  the  fihng  of  an  acceptable 
appUcation  for  renewal.  This  may  be  done  at  any  time  within  one 
year  before  the  expiration  of  the  period  for  which  the  registration 
was  issued  or  renewed,  or  it  may  be  done  within  six  months  after 
such  expiration  on  payment  of  an  additional  fee. 

According  to  the  records  of  the  Office,  the  trademark  registra- 
tions listed  below  are  expired  due  to  failure  to  renew  in  accordance 
with  15  U.S.C.  1059. 

TRADEMARK  REGISTRATIONS  WHICH  EXPIRED 

January  31,  2004 

DUE  TO  FAILURE  TO  RENEW 


Reg.  Number 

91,305 
167,019 
167,017 
167,091 
167,175 
167,152 
302,619 
401,113 
401,117 
401,155 
401,167 
401,177 
401,182 
401,201 
401,215 
573,656 
573,724 
573,778 
573.779 
573,809 
573,820 
573,912 
573,860 
573,861 
573.867 
957,991 
957,773 
957,558 
957,792 
958,011 


Serial  Number 

71/064,107 
71/162,168 
71/162,215 
71/165,734 
71/172,010 
71/172,418 
71/331,846 
71/445,385 
71/448,308 
71/456,015 
71/456,784 
71/457,005 
71/457,111 
71/457,454 
71/457,709 
71/611,355 
71/624,874 
71/628,859 
71/628,860 
71/629,896 
71/630,804 
71/631,042 
71/632,842 
71/632,860 
71/633,157 
72/328,965 
72/345,378 
72/377,636 
72/382,917 
72/388,612 


Reg.  Date 

04/29/1913 
04/24/1923 
04/24/1923 
04/24/1923 
04/24/1923 
04/24/1923 
04/25/1933 
04/27/1943 
04/27/1943 
04/27/1943 
04/27/1943 
04/27/1943 
04/27/1943 
04/27/1943 
04/27/1943 
04/28/1953 
04/28/1953 
04/28/1953 
04/28/1953 
04/28/1953 
04/28/1953 
04/28/1953 
04/28/1953 
04/28/1953 
04/28/1953 
04/24/1973 
04/24/1973 
04/24/1973 
04/24/1973 
04/24/1973 


957,630 

957,682 

957,760 

957,919 

957,903 

957,981 

957,904 

957,537 

957,906 

957,845 

957,799 

957,921 

957,516 

958,004 

957,880 

957,881 

957,589 

957,574 

957,639 

957,700 

957,810 

957,791 

957,654 

958,026 

957,526 

957,521 

957,607 

957,701 

957,660 

957,546 

957,642 

957,673 

957,772 

957,735 

957,739 

1,235,893 

1,235,770 

1,235,741 

1,235,625 

1,235,593 

1,235,738 

1,235,626 

1,235,782 

1,235,855 

1,235,793 

1,235,815 

1,235,691 

1,235,817 

1,235,898 

1,235,733 

1,235,727 

1,235,901 

1,235,865 

1,235,833 

1,235,819 

1,235,661 

1,235,937 

1,235,603 

1,235,820 

1,235,906 

1,235,851 

1,235,852 

1,235,835 

1,235,868 

1,235,605 

1,235,633 

1,235,634 

1,235,871 

1,235,635 

1,235,821 

1,235,694 

1,235,636 

1,235,909 


72/388,808 

72/391,913 

72/392,997 

72/395,160 

72/395,806 

72/395,885 

72/396,045 

72/396,721 

72/396,948 

72/402,374 

72/402,395 

72/402,526 

72/406,336 

72/409,649 

72/411,612 

72/411,799 

72/413,550 

72/413,654 

72/414,627 

72/414,649 

72/414,797 

72/415,725 

72/417,745 

72/419,440 

72/419,561 

72/419,911 

72/420,203 

72/420,284 

72/421,827 

72/422,062 

72/423,539 

72/423,807 

72/425,006 

72/425,185 

72/426,452 

73/112,175 

73/174,617 

73/214,191 

73/222,015 

73/230,478 

73/234,081 

73/234,172 

73/249,678 

73/249,789 

73/252,680 

73/264,500 

73/274,843 

73/287,674 

73/290,993 

73/291,046 

73/296,606 

73/297,914 

73/300,623 

73/303,988 

73/305,784 

73/309,990 

73/311,853 

73/313,001 

73/314,879 

73/317,688 

73/317,689 

73/317,691 

73/318,691 

73/320,112 

73/321,686 

73/322,344 

73/322,498 

73/322,685 

73/322,947 

73/323,561 

73/323,900 

73/325,125 

73/325,297 


04/24/1973 
04/24/1973 
04/24/1973 
04/24/1973 
04/24/1973 
04/24/1973 
04/24/1973 
04/24/1973 
04/24/1973 
04/24/1973 
04/24/1973 
04/24/1973 
04/24/1973 
04/24/1973 
04/24/1973 
04/24/1973 
04/24/1973 
04/24/1973 
04/24/1973 
04/24/1973 
04/24/1973 
04/24/1973 
04/24/1973 
04/24/1973 
04/24/1973 
04/24/1973 
04/24/1973 
04/24/1973 
04/24/1973 
04/24/1973 
04/24/1973 
04/24/1973 
04/24/1973 
04/24/1973 
04/24/1973 
04/26/1983 
04/26/1983 
04/26/1983 
04/26/1983 
04/26/1983 
04/26/1983 
04/26/1983 
04/26/1983 
04/26/1983 
04/26/1983 
04/26/1983 
04/26/1983 
04/26/1983 
04/26/1983 
04/26/1983 
04/26/1983 
04/26/1983 
04/26/1983 
04/26/1983 
04/26/1983 
04/26/1983 
04/26/1983 
04/26/1983 
04/26/1983 
04/26/1983 
04/26/1983 
04/26/1983 
04/26/1983 
04/26/1983 
04/26/1983 
04/26/1983 
04/26/1983 
04/26/1983 
04/26/1983 
04/26/1983 
04/26/1983 
04/26/1983 
04/26/1983 
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Reg.  Number 

Serial  Number 

Reg.  Date 

1,235,781 
1,767,595 

1,235,799 

73/325,595 

04/26/1983 

1,767,175 

1,235,751 

73/325,971 

04/26/1983 

1,767,226 

1,235,822 

73/327,460 

04/26/1983 

1,767,342 

1,235,836 

73/327,467 

04/26/1983 

1,767,724 

1,235,910 

73/329,087 

04/26/1983 

1,768,261 

1,235,911 

73/329,415 

04/26/1983 

1,767,922 

1,235,557 

73/329,871 

04/26/1983 

1,768,096 

1,235,611 

73/330,489 

04/26/1983 

1,767,492 

1,235,874 

73/330,591 

04/26/1983 

1,767,970 

1,235,697 

73/330,905 

04/26/1983 

1,767,848 

1,235,612 

73/331,085 

04/26/1983 

1,767,805 

1,235,576 

73/331,112 

04/26/1983 

1,767,087 

1,235,639 

73/331,268 

04/26/1983 

1,768,133 

1,235,847 

73/331,349 

04/26/1983 

1,767,908 

1,235,613 

73/331,546 

04/26/1983 

1,767,866 

1,235,802 

73/332,038 

04/26/1983 

1,768,090 

1,235,914 

73/332,327 

04/26/1983 

1,768,099 

1,235,585 

73/332,727 

04/26/1983 

1,768,038 

1,235,640 

73/333,040 

04/26/1983 

1,768,126 

1,235,670 

73/333,069 

04/26/1983 

1,767,909 

1,235,595 

73/333,160 

04/26/1983 

1,767,419 

1,235,579 

73/333,882 

04/26/1983 

1,767,088 

1,235,614 

73/334,066 

04/26/1983 

1,768,039 

1,235,804 

73/334,273 

04/26/1983 

1,767,930 

1,235,805 

73/334,274 

04/26/1983 

1,768,101 

1,235,662 

73/334,449 

04/26/1983 

1,767,862 

1,235,558 

73/334,797 

04/26/1983 

1,768,235 

1,235,840 

73/334,956 

04/26/1983    ] 

1,768,170 

1,235,587 

73/334,980 

04/26/1983 

1,767,931 

1,235,701 

73/335,136 

04/26/1983    ] 

1,768,136 

1,235,681 

73/335,278 

04/26/1983    ] 

1,767,910 

1,235,916 

73/336,225 

04/26/1983    ] 

1,767,089 

1,235,560 

73/336,279 

04/26/1983    ] 

1,767,850 

1,235,623 

73/336,366 

04/26/1983    1 

1,767,933 

1,235,807 

73/337,508 

04/26/1983    ] 

1,768,080 

1,235,561 

73/337,773 

04/26/1983    ] 

1,767,812 

1,235,826 

73/338,297 

04/26/1983    ] 

1,767,666 

1,235,703 

73/338,727 

04/26/1983    ] 

1,767,359 

1,235,876 

73/340,061 

04/26/1983    ] 

[,767,871 

1,235,757 

73/342,325 

04/26/1983    ] 

1,767,872 

1,235,925 

73/344,332 

04/26/1983    ] 

[,768,137 

1,235,705 

73/344,526 

04/26/1983    ] 

[,768,311 

1,235,568 

73/344,639 

04/26/1983    ] 

[,767,420 

1,235,682 

73/344,647 

04/26/1983    ] 

[,767,130 

1,235,683 

73/344,648 

04/26/1983    ] 

[,768,221 

1,235,706 

73/344,649 

04/26/1983    ] 

[,767,814 

1,235,570 

73/344,913 

04/26/1983    ] 

[,767,576 

1,235,599 

73/346,841 

04/26/1983    ] 

[,767,979 

1,235,849 

73/346,894 

04/26/1983    ] 

[,767,937 

1,235,664 

73/347,536 

04/26/1983    ] 

[,768,307 

1,235,829 

73/347,719 

04/26/1983    ] 

[,768,225 

1,235,927 

73/348,862 

04/26/1983    ] 

,767,421 

1,235,712 

73/349,015 

04/26/1983    ] 

[,767,874 

1,235,929 

73/349,126 

04/26/1983    ] 

[,767,875 

1,235,810 

73/349,187 

04/26/1983    ] 

[,767,905 

1,235,716 

73/349,373 

04/26/1983    ] 

[,767,940 

1,235,617 

73/349,873 

04/26/1983    ] 

[,767,396 

1,235,930 

73/350,363 

04/26/1983    ] 

,767,238 

1,235,656 

73/350,862 

04/26/1983    ] 

[,767,942 

1,235,657 

73/350,863 

04/26/1983    ] 

,768,214 

1,235,658 

73/350,869 

04/26/1983    ] 

,767,600 

1,235,812 

73/350,958 

04/26/1983    ] 

,767,361 

1,235,720 

73/352,069 

04/26/1983    ] 

,768,206 

1,235,766 

73/352,429 

04/26/1983    ] 

,767,879 

1,235,777 

73/352,811 

04/26/1983    1 

,767,880 

1,235,841 

73/353,333 

04/26/1983    ] 

,767,113 

1,235,933 

73/354,260 

04/26/1983    ] 

,768,051 

1,235,722 

73/356,010 

04/26/1983    ] 

,767,987 

1,235,934 

73/356,128 

04/26/1983    ] 

,767,691 

1,235,723 

73/356,252 

04/26/1983    ] 

,768,257 

1,235,830 

73/364,514 

04/26/1983    1 

,768,197 

73/375,719 
73/737,401 
73/765,644 
73/797,507 
73/820,395 
73/830,303 
74/006,888 
74/014,042 
74/028,031 
74/028,786 
74/034,417 
74/038,192 
74/038,782 
74/039,721 
74/049,030 
74/056,861 
74/063,440 
74/066,236 
74/074,798 
74/079,551 
74/080,865 
74/081,629 
74/088,008 
74/091,864 
74/092,937 
74/094,221 
74/096,516 
74/098,403 
74/099,202 
74/104,063 
74/105,382 
74/105,587 
74/107,592 
74/107,659 
74/108,439 
74/110,711 
74/111,837 
74/112,744 
74/116,103 
74/116,712 
74/119,555 
74/119,889 
74/120,604 
74/122,626 
74/123,856 
74/124,909 
74/127,071 
74/129,017 
74/129,322 
74/133,847 
74/136,906 
74/140,228 
74/141,323 
74/142,960 
74/143,702 
74/143,704 
74/152,202 
74/152,502 
74/156,940 
74/162,955 
74/163,944 
74/164,949 
74/165,353 
74/166,701 
74/169,245 
74/171,381 
74/177,269 
74/179,023 
74/180,074 
74/181,890 
74/182,057 
74/188,156 
74/188,421 
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04/26/1983 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 


Serial  Number 

74/188,994 

74/189,671 

74/191,530 

74/194,945 

74/194,973 

74/195,691 

74/199,562 

74/200,029 

74/200,189 

74/200,697 

74/200,891 

74/203,878 

74/203,882 

74/205,157 

74/205,159 

74/205,357 

74/207,037 

74/208,121 

74/208,122 

74/208,192 

74/210,683 

74/210,757 

74/211,006 

74/212,627 

74/214,196 

74/215,207 

74/216,161 

74/218,617 

74/220,040 

74/220,047 

74/220,413 

74/222,253 

74/222,928 

74/223,404 

74/225,773 

74/225,829 

74/226,824 

74/228,061 

74/228,350 

74/229,901 

74/230,400 

74/231,783 

74/231,787 

74/231,893 

74/232,390 

74/232,814 

74/235,106 

74/239,045 

74/239,378 

74/240,421 

74/240,464 

74/240,612 

74/240,759 

74/240,830 

74/241,410 

74/243,662 

74/244,372 

74/245,276 

74/245,381 

74/245,672 

74/245,709 

74/246,585 

74/247,164 

74/247,680 

74/248,726 

74/249,423 

74/250,250 

74/250,421 

74/251,006 

74/251,539 

74/257,254 


Reg.  Date 

04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
04/27/1993 
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1,768,122 

74/257,875 

04/27/1993 

1,767,275 

74/259,371 

04/27/1993 

1,767,498 

74/259,881 

04/27/1993 

1,767,753 

74/261,097 

04/27/1993 

1,767,278 

74/261,387 

04/27/1993 

1,768,290 

74/262,969 

04/27/1993 

1,767,122 

74/264,514 

04/27/1993 

1,767,859 

74/264,702 

04/27/1993 

1,767,702 

74/268,503 

04/27/1993 

1,767,384 

74/268,901 

04/27/1993 

1,767,280 

74/269,394 

04/27/1993 

1,767,500 

74/269,792 

04/27/1993 

1,767,557 

74/271,721 

04/27/1993 

1,767,467 

74/273,165 

04/27/1993 

1,768,168 

74/275,484 

04/27/1993 

1,768,306 

74/277,854 

04/27/1993 

1,767,759 

74/279,360 

04/27/1993 

1,767,763 

74/281,431 

04/27/1993 

1,767,163 

74/282,944 

04/27/1993 

1,767,534 

74/282,945 

04/27/1993 

1,767,371 

74/287,144 

04/27/1993 

1,767,290 

74/287,245 

04/27/1993 

1,767,164 

74/287,500 

04/27/1993 

1,767,293 

74/289,443 

04/27/1993 

1,767,707 

74/290,500 

04/27/1993 

1,767,769 

74/295,383 

04/27/1993 

1,767,771 

74/296,524 

04/27/1993 

1,767,297 

74/297,024 

04/27/1993 

1,767,773 

74/300,390 

04/27/1993 

1,767,548 

74/300,825 

04/27/1993 

1,767,452 

74/301,184 

04/27/1993 

1,767,308 

74/301,553 

04/27/1993 

1,767,199 

74/301,578 

04/27/1993 

1,767,465 

74/302,370 

04/27/1993 

1,767,349 

74/302,988 

04/27/1993 

1,767,503 

74/303,192 

04/27/1993 

1,767,309 

74/303,819 

04/27/1993 

1,767,776 

74/304,249 

04/27/1993 

1,767,311 

74/304,487 

04/27/1993 

1,767,474 

74/304,552 

04/27/1993 

1,767,389 

74/304,666 

04/27/1993 

1,767,220 

74/305,659 

04/27/1993 

1,767,782 

74/306,515 

04/27/1993 

1,767,413 

74/307,033 

04/27/1993 

1,767,394 

74/307,395 

04/27/1993 

1,767,535 

74/307,827 

04/27/1993 

1,767,150 

74/308,131 

04/27/1993 

1,767,651 

74/308,508 

04/27/1993 

1,767,786 

74/308,735 

04/27/1993 

1,767,456 

74/308,817 

04/27/1993 

1,767,787 

74/309,120 

04/27/1993 

1,767,318 

74/309,210 

04/27/1993 

1,767,719 

74/309,674 

04/27/1993 

1,767,790 

74/309,941 

04/27/1993 

1,767,791 

74/309,942 

04/27/1993 

1,767,108 

74/310,371 

04/27/1993 

1,767,587 

74/310,676 

04/27/1993 

1,767,327 

74/311,954 

04/27/1993 

1,767,795 

74/312,147 

04/27/1993 

1,767,391 

74/312,623 

04/27/1993 

1,767,331 

74/313,001 

04/27/1993 

1,767,174 

74/313,238 

04/27/1993 

1,767,210 

74/313,768 

04/27/1993 

1,767,335 

74/314,143 

04/27/1993 

1,767,336 

74/314,249 

04/27/1993 

1,767,529 

74/314,260 

04/27/1993 

1,767,129 

74/315,602 

04/27/1993 

1,767,340 

74/315,767 

04/27/1993 

1,767,575 

74/317,857 

04/27/1993 

1,768,328 

74/320,915 

04/27/1993 

1,768,319 

74/329,882 

04/27/1993 

1,767,919 

74/801,084 

04/27/1993 
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Service  by  Publication 

A  petition  to  cancel  the  registration  identified  below  having  been 
filed,  and  the  notice  of  such  proceeding  sent  to  registrant  at  the  last 
known  address  having  been  returned  by  the  Postal  Service  as 
undeliverable,  notice  is  hereby  given  that  unless  the  registrant  listed 
herein,  its  assigns  or  legal  representatives,  shall  enter  an  appearance 
within  thirty  days  of  this  publication,  the  cancellation  will  proceed 
as  in  the  case  of  default. 

Kabushiki  Kaisha  Jun,  Daito-Ku,  Tokyo,  Japan,  Registration  No. 
0832576  for  the  mark  "JUN",  Cancellation  No.  92/042,356. 

TYRONE  CRAVEN 

Lead  Legal  Assistant 

Trademark  Trial  and  Appeal  Board,  for 

ROBERT  M.  ANDERSON 

Acting  Assistant  Commissioner 

For  Trademarks 


Service  by  Publication 

A  petition  to  cancel  the  registration  identified  below  having  been 
filed,  and  the  notice  of  such  proceeding  sent  to  registrant  at  the  last 
known  address  having  been  returned  by  the  Postal  Service  as 
undeliverable,  notice  is  hereby  given  that  unless  the  registrant  listed 
herein,  its  assigns  or  legal  representatives,  shall  enter  an  appearance 
within  thirty  days  of  this  publication,  the  cancellation  will  proceed 
as  in  the  case  of  default. 

William  K.  Sullivan  dba  Knowco,  St.  Louis,  MO,  Registration  No. 
1333626  for  the  mark  "KNOWMONEY",  Cancellation  No.  92/ 
042,486. 

HELEN  JOHNSON 

Legal  Assistant 

Trademark  Trial  and  Appeal  Board,  for 

ROBERT  M.  ANDERSON 

Acting  Assistant  Commissioner 

For  Trademarks 


Service  by  Publication 

A  petition  to  cancel  the  registration  identified  below  having  been 
filed,  and  the  notice  of  such  proceeding  sent  to  registrant  at  the  last 
known  address  having  been  returned  by  the  Postal  Service  as 
undeliverable,  notice  is  hereby  given  that  unless  the  registrant  listed 
herein,  its  assigns  or  legal  representatives,  shall  enter  an  appearance 
within  thirty  days  of  this  publication,  the  cancellation  will  proceed 
as  in  the  case  of  default. 

Digital  Learning  Systems,  Inc.,  Morristown,  NJ,  Registration  No. 
1431818  for  the  mark  "KEYNOTES",  Cancellation  No. 
92/042,089. 

DWAYNE  BOWLING 

Lead  Legal  Assistant 

Trademark  Trial  and  Appeal  Board,  for 

ROBERT  M.  ANDERSON 

Acting  Assistant  Commissioner 

For  Trademarks 


an  appropriate  oath  or  Declaration  complying  with  37  CFR  1.497(a) 
and  (b).  The  international  application  number  is  PCT/NLO 1/00351 
and  was  filed  on  08  May  2001  in  the  names  of  Daniel  F. 
VILLAMAR  and  David  J.  W.  MORLARTY  for  the  invention 
entitled  METHOD,  SYSTEM  AND  COMPUTER  PROGRAM 
PRODUCT  FOR  TECHNICAL  MANAGEMENT  AND  BIOCON- 
TROL  OF  DISEASE  IN  ANIMAL  PRODUCTION  SYSTEMS. 
The  national  stage  application  number  is  10/381,271  and  has  a  35 
U.S.C.  371(c)(1),  (c)(2),  and  (c)(4)  date  of  08  September  2003. 


37  CFR  1.47  Notice  by  Publication 

Notice  is  hereby  given  of  the  filing  of  an  application  with  a 
petition  under  37  CFR  1 .47  requesting  acceptance  of  the  application 
without  the  signature  of  all  inventors.  The  petition  has  been 
granted.  A  notice  has  been  sent  to  the  last  known  address  of  the 
non-signing  inventor.  The  inventor  whose  signature  is  missing 
(Kassim  JUMA)  may  join  in  the  appHcation  by  promptly  filing  an 
appropriate  oath  or  Declaration  complying  with  37  CFR  1.497(a) 
and  (b).  The  international  application  number  is  PCT/GB 01/03 846 
and  was  filed  on  28  August  2001  in  the  names  of  David  BELL, 
David  JONES,  Kassim  JUMA,  Helmut  JAUNICH,  Andreas  AN- 
SORGE  and  Martin  SCHMIDT  for  the  invention  entiUed  RE- 
FRACTORY ARTICLES.  The  national  stage  application  number  is 
10/362,751  and  has  a  35  U.S.C.  371  date  of  26  February  2003. 


37  CFR  1.47  Notice  by  Publication 

Notice  is  hereby  given  of  the  filing  of  a  national  stage  application 
with  a  petition  under  37  CFR  1.47  requesting  acceptance  of  the 
application  with  a  petition  under  37  CFR  1.47  requesting  accep- 
tance of  the  application  without  the  signature  of  all  inventors.  The 
petition  has  been  granted.  A  notice  has  been  sent  to  the  last  known 
address  of  the  non-signing  inventors.  The  inventors  whose  signa- 
tures are  missing  (Ira  M.  Asher  and  Roberta  S.  Asher)  may  join  in 
the  application  by  promptly  filing  an  appropriate  oath  or  declaration 
complying  with  37  CFR  1.63.  The  international  apphcation  number 
is  PCT/USO 1/25394  and  was  filed  on  14  August  2001  in  the  names 
of  Jerome  Vetillard,  Francis  Herodin  and  Constance  Cuimingham, 
Ira  M.  Asher  and  Roberta  S.  Asher,  entitled  GARDEN  POND 
SAFETY  GRATE.  The  national  stage  application  IS  ASSIGNED 
number  is  10/344,173  and  has  a  35  U.S.C.  371(c)  date  of  14 
October  2003. 


37  CFR  1.47  Notice  by  PubUcation 

Notice  is  hereby  given  of  the  filing  of  a  national  stage  application 
with  a  petition  under  37  CFR  1.47  requesting  acceptance  of  the 
application  without  the  signature  of  all  inventors.  The  petition  has 
been  granted.  A  notice  has  been  sent  to  the  last  known  address  of 
the  non-signing  inventor.  The  inventor  whose  signature  is  missing 
(Richard  Caterini)  may  join  in  the  application  by  promptly  filing  an 
appropriate  oath  or  declaration  complying  with  37  CFR  1.63.  The 
international  application  number  is  PCT/FRO 1/0235  8  and  was  filed 
on  19  July  2001  in  the  names  of  Jerome  Vetillard,  Francis  Herodin 
and  Richard  Caterini  for  the  invention  entitled  CELL  CULTURE 
CHAMBER  AND  BIOREACTOR  FOR  EXTRACORPOREAL 
CULTURE  OF  ANIMALS  CELLS.  The  national  stage  application 
number  is  10/333,377  and  has  a  35  U.S.C.  371  date  of  19  December 
2003. 


37  CFR  1.47  Notice  by  Publication 

Notice  is  hereby  given  of  the  filing  of  an  application  with  a 
petition  under  37  CFR  1 .47  requesting  acceptance  of  the  application 
without  the  signature  of  all  inventors.  The  petition  has  been 
granted.  A  notice  has  been  sent  to  the  last  known  address  of  the 
non-signing  inventor.  The  inventor  whose  signature  is  missing  (Dr. 
David  J.W.  Moriarty)  may  join  in  the  application  by  promptly  filing 


Disclaimer  and  Dedication 


6,305,239 — Mattias  Johansson,  Nittorp;  Gunnar  Fomell,  Dal- 
storp;  both  of  (SE).  ADJUSTABLE  PEDAL  ASSEMBLY.  Patent 
dated  October  23,  2001.  Disclaimer  and  dedication  filed  October 
17,  2003,  by  the  assignee,  Technology  Holding  Company. 

Hereby  disclaims  and  dedicates  to  the  Public,  claim  1  and  the 
entire  term  of  said  patent. 


vIarch  2,  2004 
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Disclaimers 


Errata 


6,397,939— J.  Darin  Swiger,  Genoa,  IL  (US);  Andrew  J.  De 
losia,  Racine  WI  (US).  TUBE  FOR  USE  IN  SERPENTINE  FIN 
iEAT  EXCHANGERS.  Patent  dated  June  4,  2002.  Disclaimer  filed 
November  25,  2002,  by  the  assignee,  Modine  Manufacturing 
Hompany. 

Hereby  enters  this  disclaimer  to  claims  1,  2,  4,  8,  9,  10,  11,  15, 
16,  17,  18,  19,  and  20,  of  said  patent. 

6,337,691— James  Trainor,  Quebec  (CA).  IMAGE  DATA 
rRANSFER.  Patent  dated  January  8,  2002.  Disclaimer  filed  Sep- 
:ember  30,  2003,  by  the  assignee,  Autodesk  Canada,  Inc. 

Hereby  enters  this  disclaimer  to  claims  19  and  21,  of  said  patent. 


6,377,524— Jung-wan  Ko,  Yongin  (KR).  RECORDING  ME- 
DIUM FOR  STORING  DEFECT  MANAGEMENT  INFORMA- 
TION FOR  RECORDING  REAL  TIME  DATA,  DEFECT  MAN- 
AGING METHOD  THEREFOR,  AND  REAL  TIME  DATA 
RECORDING  METHOD.  Patent  dated  April  23,  2002.  Disclaimer 
filed  October  22,  2003,  by  the  assignee,  Samsung  Electronics  Co., 
Ltd. 

The  term  of  this  patent,  subsequent  to  the  term  of  patent 
numbers,  6,480,466,  6,674,697  and  6,643,232  have  been  dis- 
claimed. 

6,613,164— William  C.  Dykstra,  Rockford,  MI;  George  D.  Pfaff- 
mann,  Farmington  Hills,  MI;  Xin  Nmn  Wu,  Detroit,  MI.  METHOD 
OF  FORMING  A  TUBULAR  BLANK  INTO  A  STRUCTURAL 
COMPONENT  AND  DIE  THEREFOR.  Patent  dated  September  2, 
2003.  Disclaimer  filed  October  17,  2003,  by  the  assignee.  Hot 
Metal  Gas  Forming  Intellectual  Property,  Inc. 

The  term  of  this  patent,  subsequent  to  the  term  of  patent  number, 
6,322,645  has  been  disclaimed. 

5,181,267 — JejBfrey  T.  Gerace;  Alan  E.  Plotts,  both  of  Harrisburg; 
Frederic  H.  Abendschein,  Columbia,  all  of  Pa.  SHEATH  CON- 
NECTOR FOR  AN  OPTICAL  CABLE.  Patent  dated  January  19, 
1993.  Disclaimer  filed  September  22,  2003,  by  the  assignee,  Tyco 
Electronics  Corporation. 

The  term  of  this  patent  shall  not  extend  beyond  the  expiration 
date  of  Pat.  No.  5,096,276. 

6,267,740 — Scott  D.  Augustine,  Bloomington;  John  P.  Rock, 
Minneapolis,  both  of  MN.  FLEXIBLE  NON-CONTACT  WOUND 
TREATMENT  DEVICE  WITH  A  SINGLE  JOINT  Patent  dated 
July  31,  2001.  Disclaimer  filed  October  14,  2003,  by  the  assignee, 
Augustine  Medical,  Inc. 

The  term  of  this  patent  shall  not  extend  beyond  the  expiration 
date  of  Pat.  No  6,110,197. 

6,010,199— Ronald  J.  Hofifart,  West  Fargo,  N.  Dak.  SELF- 
CLEANING  ENDLESS  TRACK.  Patent  dated  January  4,  2000. 
Disclaimer  filed  October  9,  2003,  by  the  assignee,  Ronald  J. 
Hoffart. 

Hereby  enters  this  disclaimer  to  claims  1-19,  of  said  patent. 

6,455,524 — Karl-Heinz  Bozung,  Mainz;  Michel  Pairet,  Strom- 
berg;  Richard  Reichl,  Gau-Aglesheim;  Alexander  Walland,  Ingel- 
heim  am  Rhein,  all  of  (DE).  MEDICAMENT  COMPOSITIONS 
BASED  ON  ANTICHOLINERGICALLY-EFFECTIVE  COM- 
POUNDS AND  BETA-MIMETICS.  Patent  dated  September  24, 
2002.  Disclaimer  filed  October  1,  2002,  by  the  assignee,  Boehringer 
Ingelheim  Pharma  KG. 

The  term  of  this  patent  shall  not  extend  beyond  the  expiration 
date  of  Pat.  No  6,433,027. 

5,741,252 — Michael  Mazzio,  Schwenksville;  Beat  Schenk, 
Paoli:  Dianne  Herrin,  Brandamore,  all  of  Pa.  ADJUSTABLE 
CLAMP  FOR  BONE  FIXATION  ELEMENT.  Patent  dated  April 
21,  1998.  Disclaimer  filed  September  25,  2003,  by  the  assignee, 
Synthes  (USA). 

Hereby  enters  this  disclaimer  to  all  claims,  of  said  patent. 


"All  reference  to  Patent  No.  D.  485,552  to  Bruce  Ogren  of  Edina, 
for  TELECOMMUNCATIONS  MODULE  appearing  in  the  Official 
Gazette  of  January  20,  2004  should  be  deleted  since  no  patent  was 
granted." 

"All  reference  to  Patent  No.  6,679,069  to  John  C.  Fischer  of 
Marietta,  GA  for  DESICAANT-BASED  DEHUMIDIFACTION 
SYSTEM  AND  METHOD  appearing  in  the  Official  Gazette  of 
January  20,  2004  should  be  deleted  since  no  patent  was  granted." 

"All  reference  to  Patent  No.  6,679,706  to  Gaetan  L.  Mathieu,  et 
al  of  California,  for  INTERCONNECT  FOR  MICROELEC- 
TRONIC STRUCTURES  WITH  ENHANCED  SPRING  CHAR- 
ACTERISTICS appearing  in  the  Official  Gazette  of  January  20, 
2004  should  be  deleted  since  no  patent  was  granted." 

"All  reference  to  Patent  No.  6,679,826  to  Philipp  Tanner  of 
Munchen,  Germany  for  METHODS  AND  DEVICES  FOR  TRAN- 
SCRANIAL MAGNETIC  STIMULATION  AND  CORTICAL 
CARTOGRAPHY  appearing  in  the  Official  Gazette  of  January  20, 
2004  should  be  deleted  since  no  patent  was  granted." 

"All  reference  to  Patent  No.  6,679,878  to  Richard  A.  Hofer  of 
California,  for  MOTION  DETECTOR  FOR  EYE  ABLATIVE 
LASER  DELIVERY  SYSTEMS  appearing  in  the  Official  Gazette 
of  January  20,  2004  should  be  deleted  since  no  patent  was  granted." 

"All  reference  to  Patent  No.  6,679,884  to  Laurel  L.  Rogers,  et  al 
of  Attleboro,  MA,  for  ONE-PIECE  BIOCOMPATIBLE  ABSORB- 
ABLE RIVET  AND  PIN  FOR  USE  IN  SURGICAL  PROCE- 
DURES appearing  in  the  Official  Gazette  of  January  20,  2004 
should  be  deleted  since  no  patent  was  granted." 

"All  reference  to  Patent  No.  6,680,005  to  Kenji  Toda,  et  al  of 
Niigata-Shi,  Japan  for  FLUORESCENT  SUBSTANCES  FOR 
VACUUM  ULTRAVIOLET  RADIATION  EXCITED  LIGHT- 
EMITTING  DEVICES  appearing  in  the  Official  Gazette  of  January 
20,  2004  should  be  deleted  since  no  patent  was  granted." 

"All  reference  to  Patent  No.  6,680,020  to  Toshimitsu  Tachibana, 
et  al  of  Osaka,  Japan  for  RESIN  SEALING  METHOD  FOR 
SEMICONDUCTORS  appearing  in  the  Official  Gazette  of  January 
20,  2004  should  be  deleted  since  no  patent  was  granted." 

"All  reference  to  Patent  No.  6,680,064  to  Belle  L.  Chou  of 
California,  for  SKIN-ENHANCING  GLOVE  AND  METHOD  OF 
MANUFACTURE  appearing  in  the  Official  Gazette  of  January  20, 
2004  should  be  deleted  since  no  patent  was  granted." 

"All  reference  to  Patent  No.  6,680,274  to  Joachim  Queisser,  et  al 
of  Manheim,  Germany,  for  CATALYST  SYSTEMS  ON  THE 
BASIS  OF  TRANSITION  METAL  COMPLEXES  FOR  CARBON 
MONOXIDE  COPOLYMERISATION  IN  AN  AQUEOUS  ME- 
DIUM appearing  in  the  Official  Gazette  of  January  20,  2004  should 
be  deleted  since  no  patent  was  granted." 

"AU  reference  to  Patent  No.  6,680,534  to  Larry  D.  Kinsman  of 
Idaho,  for  CIRCUIT  BOARDS  CONTAINING  VIAS  AND 
METHODS  FOR  PRODUCING  SAME  appearing  in  the  Official 
Gazette  of  January  20,  2004  should  be  deleted  since  no  patent  was 
granted." 

"All  reference  to  Patent  No.  6,680,846  to  John  V.  Smith,  et  al  of 
California,  for  RACK  MOUNTABLE  COMPUTER  COMPO- 
NENT FAN  COOLING  ARRANGEMENT  AND  METHOD  ap- 
pearing in  the  Official  Gazette  of  January  20,  2004  should  be 
deleted  since  no  patent  was  granted." 

"All  reference  to  Patent  No.  6,681,030  to  Hugh  L.  Brunk  of 
Oregon,  for  HALFTONE  WATERMARKING  AND  RELATED 
APPLICATIONS  appearing  in  the  Official  Gazette  of  Janaury  20, 
2004  should  be  deleted  since  no  patent  was  granted." 
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Certificates  of  Correction 
for  February  10,  2004 


D.  458,240 

D.  471,427 

D.  476,229 

D.  478,664 

D.  480,549 

D.  480,727 

PP.  14,238 

RE.  37,437 

4,672,870 

5,235,326 

5,374,142 

5,404,073 

5,532,230 

5,687,746 

5,817,132 

5,817,308 

5,859,006 

5,861,561 

5,927,557 

5,963,822 

5,972,382 

6,085,348 

6,092,799 

6,093,322 

6,107,827 

6,121,511 

6,130,284 

6,149,801 

6,155,900 

6,156,129 

6,164,855 

6,180,114 

6,184,019 

6,191,201 

6,194,357 

6,202,260 

6,206,609 

6,209,995 

6,211,168 

6,214,485 

6,215,397 

6,216,114 

6,228,575 

6,245,737 

6,251,246 

6,264,177 

6,264,999 

6,290,957 

6,299,456 

6,303,302 

6,309,650 


6,311,388 
6,311,544 
6,313,140 
6,313,335 
6,323,180 
6,327,817 
6,328,273 
6,329,705 
6,331,554 
6,336,737 
6,341,339 
6,348,350 
6,366,817 
6,368,782 
6,369,001 
6,372,706 
6,372,714 
6,374,833 
6,376,444 
6,376,727 
6,381,180 
6,388,113 
6,392,013 
6,393,126 
6,396,287 
6,396,565 
6,398,853 
6,403,185 
6,410,335 
6,413,223 
6,414,358 
6,414,559 
6,415,236 
6,416,539 
6,419,226 
6,423,284 
6,424,169 
6,426,697 
6,437,194 
6,438,615 
6,440,667 
6,444,408 
6,444,702 
6,449,877 
6,451,122 
6,452,755 
6,454,530 
6,454,764 
6,455,162 
6,455,499 
6,456,994 


6,458,772 
6,462,336 
6,469,000 
6,472,192 
6,472,263 
6,475,744 
6,476,208 
6,476,810 
6,477,024 
6,477,226 
6,481,058 
6,481,493 
6,483,230 
6,485,491 
6,486,167 
6,486,177 
6,488,829 
6,492,108 
6,494,969 
6,495,247 
6,495,581 
6,497,062 
6,503,621 
6,503,769 
6,505,908 
6,506,791 
6,507,437 
6,508,812 
6,510,650 
6,511,137 
6,511,173 
6,511,893 
6,512,300 
6,512,558 
6,512,623 
6,514,466 
6,514,832 
6,515,813 
6,516,584 
6,516,672 
6,516,914 
6,518,120 
6,518,410 
6,518,802 
6,520,597 
6,522,240 
6,524,391 
6,524,865 
6,525,489 
6,526,039 
6,526,910 


6,530,388 
6,530,914 
6,532,177 
6,534,816 
6,535,870 
6,537,276 
6,537,369 
6,539,750 
6,540,024 
6,540,328 
6,541,703 
6,541,928 
6,542,575 
6,542,775 
6,542,816 
6,543,696 
6,545,033 
6,545,369 
6,547,409 
6,547,830 
6,547,995 
6,548,515 
6,548,633 
6,550,882 
6,551,876 
6,553,992 
6,554,739 
6,555,316 
6,555,450 
6,556,122 
6,556,931 
6,559,904 
6,565,815 
6,566,358 
6,566,716 
6,566,992 
6,569,890 
6,570,062 
6,570,284 
6,570,553 
6,571,149 
6,572,748 
6,574,057 
6,574,911 
6,575,165 
6,577,620 
6,577,858 
6,578,401 
6,578,407 
6,582,030 
6,582,391 


6,583,289 
6,584,168 
6,584,696 
6.584,887 
6,585,889 
6,586,168 
6,586,525 
6,586,661 
6,586,797 
6,587,799 
6,587,971 
6,588,842 
6,589,751 
6,590,302 
6,591,078 
6,592,038 
6,592,436 
6,592,570 
6,593,234 
6,593,322 
6,594,173 
6,594,545 
6,595,470 
6,595,938 
6,596,239 
6,596,272 
6,596,298 
6,596,655 
6,599,505 
6,599,860 
6,600,439 
6,600,785 
6,601,635 
6,602,163 
6,602,295 
6,602,492 
6,603,018 
6,604,763 
6,604,916 
6,604,993 
6,605,433 
6,605,753 
6,606,155 
6,606,202 
6,606,456 
6,606,582 
6,607,851 
6,609,020 
6,610,189 
6,610,345 
6,610,591 
6,610,685 
6,611,043 
6,611,441 


6,611,822 
6,612,365 
6,612,370 
6,612,702 
6,612,754 
6,612,994 
6,613.355 
6,613,383 
6,613,676 
6,613,681 
6,613.697 
6,613,998 
6,614,099 
6,614,184 
6,614,503 
6,614,665 
6,614,758 
6,615,016 
6,615,435 
6,615,753 
6,616,027 
6,616,188 
6,616,250 
6,616,697 
6,616,718 
6,616,878 
6,616,916 
6,616,963 
6,617,152 
6,617,340 
6,617,345 
6,617,800 
6,618,006 
6,618,058 
6,618,096 
6,618,259 
6,618,397 
6,618,630 
6,619,111 
6,619,286 
6,619,287 
6,619,419 
6,619,484 
6,620,504 
6,621,334 
6,621,558 
6,621,569 
6,621,588 
6,622,131 
6,622,206 
6,622,331 
6,622,346 
6,622,384 
6,623,130 


6,623,655 
6,623,784 
6,624,283 
6,624,570 
6,624,597 
6,625,069 
6,625,098 
6,625,138 
6,625,301 
6,625,870 
6,625,929 
6,626,000 
6,626,948 
6,627,125 
6,627,248 
6,627,347 
6,627,411 
6,627,896 
6,627,935 
6,628,421 
6,629,129 
6,629,323 
6,629,347 
6,629,429 
6,629,457 
6,629,790 
6,629,982 
6,629,988 
6,630,086 
6,630,346 
6,630,427 
6,630,509 
6,630,916 
6,631,081 
6,631,231 
6,631,294 
6,631,421 
6,631,603 
6,631,660 
6,632,333 
6,632,345 
6,632,404 
6,632,432 
6,632,504 
6,632,618 
6,632,725 
6,632,745 
6,632,863 
6,633,143 
6,633,233 
6,633,378 
6,634,143 
6,635,112 
6,635,283 


6,635,381 
6,635,446 
6,635,502 
6,635.528 
6,635,745 
6,636,534 
6,637,190 
6,637,373 
6,637,840 
6,638,205 
6,639.044 
6,639,094 
6,639,895 
6,640,341 
6,641,807 
6,641,953 
6,642,294 
6,642,343 
6,642,417 
6,642,591 
6,642,870 
6,643,103 
6,643,574 
6,644,336 
6,646,172 
6,648,894 
6,649,062 
6,649,248 
6,649,310 
6,650,659 
6,651,150 
6,652,877 
6,653,338 
6,653,607 
6,653,849 
6,653,877 
6,654,165 
6,654,197 
6,654,852 
6,655,421 
6,655,527 
6,656,189 
6,656,224 
6,656,420 
6,656,582 
6,657,727 
6,659,044 
6,659,621 
6,660,665 
6,661,091 
6,663,942 
6,664,939 
6,667,790 
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SPECIAL  MAIL  STOPS  FOR  PATENT  MAIL 

EflFective  May  1,  2003,  the  United  States  Patent  and  Trademark  OflBce  has  a  new  address  for  some  mail.  See  Correspondence 
with  the  United  States  Patent  and  Trademark  Office,  68  Fed.  Reg.  14332  (March  25,  2003).  The  mail  stop  should  generally  appear  as 
the  first  line  in  the  address,  but  the  term  "Mail  Stop"  may  be  abbreviated  "MS".  Special  mail  stop  designations  should  be  used  to  allow 
forwarding  of  particular  types  of  mail  to  the  appropriate  areas  as  quickly  as  possible.  Such  mail  may  be  forwarded  to  the  appropriate  area 
without  being  opened.  Only  the  specified  type  of  document  should  be  placed  in  an  envelope  addressed  to  one  of  these  special  mail  stops. 
If  any  documents  other  than  the  specified  type  identified  for  each  special  mail  stop  are  addressed  to  that  mail  stop,  they  will  be 
significantly  delayed  in  reaching  the  appropriate  area  for  which  they  are  intended.  If  no  mail  stop  is  included  on  the  list  below,  then  no 
mail  stop  is  required  for  the  correspondence  (e.g.,  there  is  no  mail  stop  for  amendments  with  fees). 

Requests  for  corrected  filing  receipt  should  be  faxed  to  (703)  746-9195.  Some  correspondence  may  only  be  submitted  via  the  Office's 
electronic  filing  system  (EFS).  Instructions  on  how  to  file  and  what  can  be  filed  via  EPS  are  posted  on  the  Office's  Internet  Web  site 
http://www.uspto.gov  under  the  Electronic  Business  Center  section. 

Please  address  mail  to  be  delivered  by  the  United  States  Postal  Service  (USPS)  as  follows: 

Mail  Stop  


Commissioner  for  Patents 
P.O.  Box  1450 
Alexandria,  VA  22313-1450 

Please  address  mail  to  be  delivered  by  other  delivery  services  (Federal  Express  (Fed  Ex),  UPS,  DHL,  Laser,  Action,  Purolator,  etc.) 
as  follows: 

U.S.  Patent  and  Trademark  Office 
2011  South  Clark  Place 

Customer  Window,  Mail  Stop  

Crystal  Plaza  Two,  Lobby,  Room  1B03 
Arlington,  VA  22202 

Explanation 

Contributions  to  the  Examiner  Education  Program. 


Mail  Stop  Designations 

Mail  Stop  12 
Mail  Stop  313(c) 

Mail  Stop  AF 

Mail  Stop  Appeal 
Brief-Patents 

Mail  Stop 
Application 
Number 


Mail  Stop 

Comments-Patents 

Mail  Stop  Conversion 


Mail  Stop  CPA 
Mail  Stop  DD 

Mail  Stop  Design 
Mail  Stop  EEC 


Mail  Stop  Expedited 
Design 


Mail  Stop  ILS 
Mail  Stop  Issue  Fee 


Petitions  under  37  CFR  1.313(c)  to  withdraw  a  patent  application  from  issue  after 
payment  of  the  issue  fee  and  any  papers  associated  with  the  petition,  including  papers 
necessary  for  a  continuing  application  or  a  request  for  continued  examination  (RCE). 

Amendments  and  other  responses  after  final  rejection,  other  than  an  appeal  brief. 

For  appeal  briefs  under  37  CFR  1.192  or  reply  briefs  under  37  CFR  1.193(a). 

For  fee  and  petitions  under  37  CFR  1.182  to  obtain  date  received  and/or  application 
number  for  patent  applications  prior  to  the  Office's  standard  notification  (return 

Eost  card  or  the  official  "Filing  Receipt",  "Notice  to  File  Missing  Parts",  or  "Notice  of 
icomplete  Application"). 

Public  comments  regarding  patent  related  regulations  and  procedures. 

Requests  under  37  CFR  1.53(c)(2)  to  convert  a  nonprovisional  application  to  a 
provisional  application  and  requests  under  37  CFR  1.53(c)(3)  to  convert  a  provisional 
application  to  a  nonprovisional  application. 

Requests  for  Continued  Prosecution  Apphcations  (CPAs)  under  37  CFR  1.53(d)  for 
design  patent  applications.  Note  that  CPAs  cannot  be  filed  in  utility  or  plant  applications. 

Disclosure  Documents  or  materials  related  to  the  Disclosure  Document  Program.  (A 
disclosure  document  is  NOT  an  information  disclosure  statement.)  Instead  of  filing  a 
disclosure  document,  inventors  are  encouraged  to  file  a  provisional  patent  application. 

The  filing  of  all  design  patent  applications  that  do  not  request  expedited  examination 
under  37  CFR  1.55. 

Mail  for  the  Electronic  Business  Center  including:  Certificate  Action  Forms,  Request  for 
Customer  Numbers,  and  Requests  for  Customer  Number  Data  Change  (USPTO  Forms 
PTO-2042,  PTO/SB/124A  and  125A,  respectively)  and  Customer  Number  Upload 
Spreadsheets  and  Cover  Letters. 

Only  to  be  used  for  the  initial  filingof  design  applications  accompanied  by  a  request  for 
expedited  examination  under  37  CFR  1.155.  (Design  applicants  seeking  expedited 
examination  may  alternatively  file  a  design  application  and  corresponding  request  under 
37  CFR  1.155  by  hand-delivering  the  application  papers  and  request  directly  to  the 
Design  Group  Director's  office.) 

Correspondence  relating  to  international  patent  classification,  exchanges  and  standards. 

All  communications  following  the  receipt  of  a  PTOL-85,  "Notice  of  Allowance  and 

Fee(s)  Due",  and  prior  to  the  issuance  of  a  patent  should  be  addressed  to  Mail  Stop 

Issue  Fee,  unless  advised  to  the  contrary.  Issue  fee  payments  can  also  be  faxed  to 

(703)746-4000. 

Assignments  are  the  exception.  Assignments  (with  cover  sheets)  should  be  faxed  to 

(703)306-5995  or  submitted  in  a  separate  envelope  and  be  sent  to  Mail  Stop  Assignment 

Recordation  Services,  Director  -  U.S.  Patent  and  Trademark  Office  as  shown  below. 
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Mail  Stop  Missing 
Parts 


Mail  Stop  MPEP 

Mail  Stop  Non-Fee 
Amendment 

Mail  Stop  Patent 
Application 

Mail  Stop  Patent  Ext. 

Mail  Stop  Petition 

Mail  Stop  PGPUB 


Mail  Stop  PGPUB  - 
ABD 

Mail  Stop  PGPUB 
Drawings 

Mail  Stop  PCT 

Mail  Stop  Provisional 
Patent  Application 

Mail  Stop  RCE 

Mail  Stop 

Reconstruction 

Mail  Stop  Ex  Parte 
Reexam 

Mail  Stop  Inter 
Partes  Reexam 


Mail  Stop  Reissue 
Mail  Stop  Sequence 


Replies  to  OIPE  notices  such  as  the  Notice  of  Omitted  Items,  Notice  to  File  Corrected 
Application  Papers,  Notice  of  Incomplete  Application,  Notice  to  Comply  with  Nucleotide 
Sequence  Requirements,  and  Notice  to  File  Missing  Parts  of  Application,  and  associated 
papers  and  fees.  Note  that  such  correspondence  may  also  be  faxed  to:  (703)  746-4060, 
unless  the  correspondence  is  required  to  establish  the  filing  date  of  the  application  or 
includes  drawings. 

Submissions  concerning  the  Manual  of  Patent  Examining  Procedure. 

Non-fee  amendments  to  patent  applications.  (Use  Mail  Stop  AF  for  replies  after  final 
rejection.)  No  mail  stop  is  required  for  amendments  with  fees. 

New  patent  applications  and  associated  papers  and  fees. 

Applications  for  patent  term  extension  and  any  communications  relating  thereto. 

Petitions  to  be  decided  by  the  Ofi&ce  of  Petitions  including  petitions  to  revive  and 
petitions  to  accept  late  payment  of  issue  fees  or  maintenance  fees. 

Correspondence  regarding  publication  of  patent  applications  not  otherwise  provided, 
including  requests  for  early  publication  made  after  filing,  rescission  of  non-publication 
request,  corrected  patent  application  publication,  refund  of  publication  fee. 

Petitions  under  37  CFR  1.138  to  expressly  abandon  an  application  to  avoid  publication 
of  the  application. 

Drawings  to  be  included  in  a  patent  application  publication  (replacement  drawings  for 
drawings  included  with  a  patent  application  on  filing). 

Mail  related  to  applications  filed  under  the  Patent  Cooperation  Treaty. 

The  filing  of  all  provisional  patent  applications  and  any  communications  relating  thereto. 

Requests  for  continued  examination  under  37  CFR  1.114. 
Correspondence  pertaining  to  the  reconstruction  of  lost  patent  files. 

Requests  for  Reexamination  for  original  request  papers  only. 

Requests  for  Inter  Partes  Reexamination  for  original  request  papers  and  for  all 
subsequent  correspondence  other  than  correspondence  to  the  Oflfice  of  the  Solicitor  (see 
37  CFR  §§  1.1(a)(3)  and  1.302(c)). 

All  new  and  continuing  reissue  application  filings. 

Submission  of  diskette  for  applications  with  sequence  listings. 


1 


ADDRESS  FOR  TRADEMARK  MAIL 

The  box  designations  previously  listed  in  Trademark  Manual  of  Examining  Procedure,  Section  305.01  are  no  longer  in  use.  See  Change 
of  Address  for  Mailing  Trademark  Correpsondence,  which  is  posted  on  the  USPTO  Internet  web  site  at:  http://www.uspto.gov/web/ 
trademarks/tmmailingaddressnotice.htm. 

Please  address  mail  to  be  delivered  by  the  United  States  Postal  Service  (USPS)  as  follows: 

Commissioner  for  Trademarks 

2900  Crystal  Drive 

Arlington,  Virginia  22202-3514 

SPECIAL  MAIL  STOPS  APPLICABLE  TO  BOTH  PATENT  AND  TRADEMARK  MAIL 

The  following  special  mail  stop  designations  are  applicable  to  both  patent  and  trademark  related  mail,  and  the  recommendations  for 
"Special  Mail  Stops  for  Patent  Mail"  (above)  should  be  followed  for  the  types  of  mail  listed  below. 

Please  address  mail  to  be  directed  to  a  mail  stop  identified  below  to  be  delivered  by  the  United  States  Postal  Service  (USPS)  as  follows 
(unless  otherwise  instructed): 

Mail  Stop 


Director  of  the  U.S.  Patent  and  Trademark  Office 
PO.  Box  1450 
Alexandria,  VA  22313-1450 


Mail  Stop  Designations 

Mail  Stop  3 
Mail  Stop  6 
Mail  Stop  8 


Explanation 

Mail  for  the  Ofl&ce  of  Personnel  from  NFC 

Mail  for  the  Office  of  Procurement. 

All  papers  for  the  Office  of  the  Solicitor  except  communications  relating  to  pending 
litigation  and  disciplinary  proceedings;  papers  relating  to  pending  litigation  in  court 
cases  shall  be  mailed  only  to  Oflfice  of  the  Solicitor,  P.O.  Box  15667,  Arlington,  VA 
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Mail  Stop  11 
Mail  Stop  13 
Mail  Stop  16 
Mail  Stop  17 
Mail  Stop  24 

Mail  Stop  171 

Mail  Stop 
Assignment 
Recordation 
Services 

Mail  Stop 
Congressional 
Relations 

Mail  Stop  Document 
Services 

Mail  Stop  EEO 

Mail  Stop 
Enforcement 

Mail  Stop 
Interference 

Mail  Stop 
International 
Relations 

Mail  Stop  M 
Correspondence 

Mail  Stop  OED 


22215  and  papers  related  to  pending  disciplinary  proceedings  before  the  Administrative 
Law  Judge  or  the  Director  shall  be  mailed  only  to  the  Office  of  the  Solicitor,  P.O.  Box 
16116,  Arlington,  VA  22215. 

Mail  for  the  Electronic  Ordering  Service  (EOS). 

Mail  for  the  Employee  and  Labor  Relations  Division. 

Mail  related  to  refund  requests. 

Invoices  directed  to  the  Office  of  Finance. 

Mail  for  the  Inventor's  Assistance  Program,  including  complaints  about  Invention 
Promoters. 

Vacancy  Announcement  Applications. 

All  assignment  documents,  security  interests,  and  other  documents  to  be  recorded  in  the 
Assignment  records.  Note  that  documents  eith  cover  sheets  faxed  to  (703)306-5995  are 
processed  much  more  quickly  than  those  submitted  by  mail. 

Mail  for  the  Office  of  Congressional  Relations. 


All  requests  for  certified  or  uncertified  copies  of  patent  or  trademark  documents. 

Mail  for  the  Office  of  Civil  Rights. 
Mail  for  the  Office  of  Enforcement. 


Communications  relating  to  interferences  and  applications  and  patents  involved  in 
interference. 

Mail  for  the  Office  of  International  Relations. 


Correspondence  related  to  maintenance  fees  other  than  payments  of  maintenance  fees  in 
patents.See  below  for  the  address  for  maintenance  fee  payments. 


Mail  for  the  Office  of  Enrollment  and  Discipline. 
Maintenance  Fee  Payments 
Payments  of  maintenance  fees  in  patents  not  submitted  electronically  over  the  Internet  at  www.uspto.gov  should  be  mailed  to: 

United  States  Patent  and  Trademark  Office 
P.O.  Box  371611 
Pittsburgh,  PA  15250-1611 

Deposit  Account  Replenishments 

To  send  payment  to  replenish  deposit  accounts,  send  the  payments  to: 


Director  of  the  United  States  Patent  and  Trademark  Office 
PO.  Box  70541 
Chicago,  IL  60673 
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Reference  Collections  of  U.S.  Patents  and  IVademarks 
Available  for  Public  Use  in  Patent  and  Trademark  Depository  Libraries 


The  following  libraries,  designated  as  Patent  and  Trademark 
Depository  Libraries  (PTDLs),  receive  patent  and  trademark 
information  for  the  U.S.  Patent  and  Trademark  Office.  Many 
PTDLs  have  on  file  patents  issued  since  1790,  trademarks  pub- 
lished since  1872,  and  select  collections  of  foreign  patents.  All 
PTDLs  receive  both  the  patent  and  trademark  sections  of  the 
Official  Gazette  of  the  U.S.  Patent  and  Trademark  Office  and 
numerical  sets  of  patents  in  a  variety  of  formats.  Patent  and 
trademark  search  systems  in  the  Cassis  optical  disk  series  are 
available  at  all  PTDLs  to  increase  access  to  that  information.  It  is 
through  the  optical  disk  systems  and  other  depository  materials 
that  preliminary  patent  and  trademark  searches  may  be  conducted 
through  the  numerically  arranged  collections. 

Each  PTDL  offers  reference  publications  which  outline  and 
provide  access  to  the  patent  and  trademark  classification  systems, 
as  well  as  other  documents  and  publications  which  supplement  the 
basic  search  tools.  PTDLs  provide  technical  staff  assistance  in 
using  all  materials. 

All  information  is  available  for  use  by  the  public  free  of  charge. 
State  Name  of  Library 


However,  there  may  be  charges  associated  with  the  use  of  on-line 
systems,  photocopying  and  related  services. 

Since  there  are  variations  in  the  scope  of  patent  and  trademark 
collections  among  the  PTDLs,  and  their  hours  of  service  to  the 
public  vary,  anyone  contemplating  use  of  these  collections  at  a 
particular  library  is  urged  to  contact  that  library  in  advance  about 
its  collections,  services,  and  hours  in  order  to  avert  possible 
inconvenience. 

Partnership  PTDLs  provide  enhanced  and  expanded  services  for 
which  fees  are  charged.  They  offer  on-line  patent  text  and  image 
searching,  on-line  trademark  searching,  and  videoconferencing  for 
examiner  interviews  and  workshops.  They  accept  disclosure  docu- 
ments on  site,  order  file  wrappers,  assigimient  documents  and 
certified  copies  for  their  customers,  and  host  a  variety  of  seminars 
aimed  at  specific  audiences,  including  practitioners,  paralegals, 
and  independent  inventors.  Currently,  partnerships  are  located  at 
the  Great  Lakes  Patent  and  Trademark  Center  (GLPTC)  at  the 
Detroit  Public  Library  in  Detroit,  Michigan  and  the  Sunnyvale 
Center  for  Innovation,  Invention  and  Ideas  (SCI^)  at  the  Sunnyvale 
Public  Library  in  Sunnyvale,  California. 

Telephone  Contact 


Alabama 

Alaska 
Arizona 
Arkansas 
California 


Colorado 
Connecticut 

Delaware 

Dist.  of  Columbia 

Florida 


Georgia 
Hawaii 
Idaho 
Illinois 

Indiana 

Iowa 

Kansas 

Kentucky 

Louisiana 

Maine 

Maryland 

Massachusetts 

Michigan 


Minnesota 

Mississippi 

Missouri 

Montana 
Nebraska 
Nevada 

New  Hampshire 
New  Jersey 

New  Mexico 


Auburn  University  Libraries (334)  844-1737 

Birmingham  Public  Library (205)  226-3620 

Anchorage;  Z.  J.  Loussac  Public  Library (907)  562-7323 

Tempe:  Noble  Library,  Arizona  State  University (480)  965-7010 

Little  Rock:  Arkansas  State  Library (501)  682-2053 

Los  Angeles  Public  Library (213)  228-7220 

Sacramento:  California  State  Library (916)  654-0069 

San  Diego  Public  Library (619)  236-5813 

San  Francisco  Public  Library (415)  557-4500 

Sunnyvale  Center  for  Innovation,  Invention  and  Ideas (408)  730-7300 

Denver  Public  Library (720)  865-1711 

Hartford  Public  Library (860)  543-8628 

New  Haven  Free  Public  Library (203)  946-8130 

Newark:  University  of  Delaware  Library (302)  831-2965 

Washington:  Howard  University  Libraries (202)  806-7252 

Fort  Lauderdale:  Broward  County  Main  Library (954)  357-7444 

Miami-Dade  Public  Library (305)  375-2665 

Orlando:  University  of  Central  Florida  Libraries (407)  823-2562 

Tampa  Campus  Library,  University  of  South  Florida (813)  974-2726 

Atlanta:  Price  Gilbert  Memorial  Library,  Georgia  Institute  of  Technology (404)  894-4508 

Honolulu:  Hawaii  State  Public  Library  System (808)  586-3477 

Moscow:  University  of  Idaho  Library (208)  885-6235 

Chicago  PubUc  Library (312)747-4450 

Springfield:  lUinois  State  Library (217)  782-5659 

Indianapohs-Marion  County  Public  Library  (317)  269-1741 

West  Lafayette  Siegesmund  Engineering  Library,  Purdue  University (765)  494-2872 

Des  Moines:  State  Library  of  Iowa (515)  242-6541 

Wichita:  Ablah  Library,  Wichita  State  University 1  (800)  572-8368 

Louisville  Free  Public  Library (502)  574-1611 

Baton  Rouge:  Troy  H.  Middleton  Library,  Louisiana  State  University (225)  388-8875 

Orono:  Raymond  H.  Fogler  Library,  University  of  Maine (207)  581-1678 

College  Park:  Engineering  and  Physical  Sciences  Library,  University  of  Maryland (301)  405-9157 

Amherst:  Physical  Sciences  Library,  University  of  Massachusetts (413)  545-1370 

Boston  Public  Library (617)  536-5400  Ext.  4256 

Ann  Arbor:  Media  Union  Library,  University  of  Michigan (734)  647-5735 

Big  Rapids:  Abigail  S.  Timme  Library,  Ferris  State  University (231)  591-3602 

Detroit:  Great  Lakes  Patent  and  Trademark  Center (313)  833-3379 

Minneapolis  Public  Library  and  Information  Center (612)  630-6120 

Jackson:  Mississippi  Library  Commission (601)  961-4111 

Kansas  City:  Linda  Hall  Library (816)  363-4600 

St.  Louis  Public  Library (314)  241-2288  Ext.  390 

Butte:  Montana  College  of  Mineral  Science  and  Technology  Library (406)  496-4281 

Lincoln:  Engineering  Library,  University  of  Nebraska-Lincoln (402)  472-3411 

Las  Vegas  -  Clark  County  Library  District (702)  507-3421 

Reno:  University  of  Nevada,  Reno  Library (775)  784-6500  Ext.  257 

Concord:  New  Hampshire  State  Library (603)  271-2239 

Newark  PubUc  Library (973)733-7779 

Piscataway:  Library  of  Science  and  Medicine,  Rutgers  University (732)  445-2895 

Albuquerque:  University  of  New  Mexico  General  Library (505)  277-4412 
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Reference    Collections    of   U.S.    Patents    and    Trademarks    Available    for    Public    Use    In    Patent    and    Trademark    Depository 
Libraries — (continued) 


State 

New  York 


North  Carolina 
North  Dakota 
Ohio 


Oklahoma 

Oregon 

Pennsylvania 


Puerto  Rico 

Rhode  Island 
South  Carohna 
South  Dakota 
Tennessee 
Texas 


Utah 
Vermont 

Virginia 
Washington 
West  Virginia 
Wisconsin 

Wyoming 


Name  of  Library 


Telephone  Contact 


Albany:  New  York  State  Library (518)  474-5355 

Buffalo  and  Erie  County  Public  Library (716)  858-7101 

Rochester  Public  Library (716)428-8110 

New  York  Public  Library  (The  Research  Libraries) (212)  592-7000 

Stony  Brook:  Engineering  Library,  State  University  of  New  York (631)  632-7148 

Raleigh:  D.H.  Hill  Library,  North  Carolina  State  University (919)  515-2935 

Grand  Forks:  Chester  Fritz  Library,  University  of  North  Dakota (701)  777-4888 

Akron  -  Summit  County  Public  Library (330)  643-9075 

Cincinnati  and  Hamilton  County,  Public  Library  of (513)  369-6971 

Cleveland  Public  Library (216)623-2870 

Columbus:  Ohio  State  University  Libraries (614)  292-3022 

Dayton:  Paul  Laurence  Dunbar  Library,  Wright  State  University (937)  775-3521 

Toledo/Lucas  County  Public  Library (419)  259-5209 

Stillwater:  Oklahoma  State  University  Center  for  International  Trade  Development (405)  744-7086 

Portland:  Paul  L.  Boley  Law  Library,  Lewis  &  Clark  College (503)  768-6786 

Philadelphia,  The  Free  Library  of (215)  686-5331 

Pittsburg,  Carnegie  Library  of (412)  622-3138 

University  Park:  Pattee  Library,  Pennsylvania  State  University (814)  865-6369 

Mayaquez  General  Library,  University  of  Puerto  Rico (787)  832-4040  Ext.  2022 

Bayamon,  Learning  Resources  Center,  University  of  Puerto  Rico (787)  786-5225 

Providence  Public  Library (401)  455-8027 

Clemson  University  Libraries (864)  656-3024 

Rapid  City:  Devereaux  Library,  South  Dakota  School  of  Mines  and  Technology (605)  394-1275 

Nashville:  Stevenson  Science  Library,  Vanderbilt  University (615)  322-2717 

Austin:  McKinney  Engineering  Library,  University  of  Texas  at  Austin (512)  495-4500 

College  Station:  Sterling  C.  Evans  Library,  Texas  A  &  M  University (979)  845-5745 

Dallas  Public  Library (214)  670-1468 

Houston:  The  Fondren  Library,  Rice  University (713)  348-5483 

Lubbock:  Texas  Tech  University (806)  742-2282 

San  Antonio  Public  Library (210)  207-2500 

Salt  Lake  City:  Marriott  Library,  University  of  Utah (801)  581-8394 

Burlington:  Bailey/Howe  Library,  University  of  Vermont (802)  656-2542 

Richmond:  James  Branch  Cabell  Library,  Virginia  Commonwealth  University (804)  828-1104 

Seattle:  Engineering  Library,  University  of  Washington (206)  543-0740 

Morgantown:  Evansdale  Library,  West  Virginia  University (304)  293-4695  Ext.  5113 

Madison:  Kurt  F.  Wendt  Library,  University  of  Wisconsin  Madison (608)  262-6845 

Milwaukee  Public  Library (414)  286-3051 

Cheyenne:  Wyoming  State  Library (307)  777-7281 
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PATENT  TECHNOLOGY  CENTERS 

JON  W.  DUD  AS,  Acting  Under  Secretary  of  Commerce  for  Intellectual  Property  and 

Acting  Director  of  the  United  States  Patent  and  Trademark  Ofl&ce 

NICHOLAS  P  GODICI,  Commissioner  for  Patents 

ESTHER  M.  KEPPLINGER,  Deputy  Commissioner  for  Patent  Operations 

STEPHEN  G.  KUNIN,  Deputy  Commissioner  for  Patent  Examination  Policy 

EDWARD  R.  KAZENSKE,  Deputy  Commissioner  for  Patent  Resources  and  Planning 


TECHNOLOGY  CENTERS 


CUSTOMER  SERVICE 

TELEPHONE  and  FAX 

NUMBERS 

AREA  CODE  703 


AVERAGE 

FILING  DATE  OF 

APPLICATIONS 

RECEIVING  A 

FIRST  OFHCE 

ACTION  IN  THE 

LASTS 

MONTHS* 


1600 

1610 


1620 
1630 


1640 

1650 
1660 

1700 

1710 

1720 

1730 

1740 

1750 
1760 
1770 

2100 

2110 

2120 

2130 

2140/ 

2150 

2170 

2180 

2600 

2610 

2620 
2630 


BIOTECHNOLOGY,  ORGANIC 

Organic  chemistry:  bio-afifecting,  body 
treating,  drug  delivery,  steroids,  herbicides, 
cosmetics,  and  drugs 
Organic  chemistry 

Molecular  biology,  bioinformatics,  nucleic  acids, 

recombinant  DNA  and  RNA,  Gene  regulation, 

gene  therapy,  nucleic  acid  amplification,  animals 

and  recombinant  plants, 

combinatorial/computational  chemistry. 

Immunology,  receptor/Ugands,  cytokines, 

recombinant  hormones,  and  molecular  biology 

thereof 

Fermentation,  microbiology,  isolated  and 

recombinant  proteins/enzymes 

Plants 

CHEMICAL,  MATERIALS  ENGINEERING 

Synthetic  resins 

Fluid  separation  and  agitation,  metal  foundry, 

welding,  plastic  molding  apparatus,  fuels  and 

related  compositions 

Glass  and  paper  making,  tobacco,  non-metallic 

molding,  adhesive  bonding,  tires  and  coating 

apparatus 

Metallurgy,  electrochemistry,  cleaning, 

disinfecting,  sterilizing,  analytical  chemistry  and 

wave  energy 

Chemical  products  and  processes,  solar  cells 

and  sputtering  apparatuses 

Food  technology,  petroleum  processing,  coating 

and  etching 

Stock  materials  and  miscellaneous  articles 


308-0198 
FAX  872-9305 

308-0198 
FAX  872-9305 

308-0198 
FAX  872-9305 


308-0198 
FAX  872-9305 

308-0198 
FAX  872-9305 

308-0198 
FAX  872-9305 

306-5665 
FAX  872-9309 

306-5665 
FAX  872-9309 

306-5665 
FAX  872-9309 

306-5665 
FAX  872-9309 

306-5665 
FAX  872-9309 

306-5665 
FAX  872-9309 

306-5665 
FAX  872-9309 


COMPUTER  ARCHITECTURE  SOFTWARE  AND  INFORMATION  SECURITY 


Computer  architecture 
Miscellaneous  computer  applications 
Cryptography,  security 
Computer  networks 
Graphical  user  interface,  data  bases 
Computer  architecture 

COMMUNICATIONS 

Television 

Image  analysis,  fax 

Digital,  optical,  and  general  communications 


306-5631 
FAX  746-7240 

306-5631 
FAX  746-7240 

306-5631 
FAX  746-7240 

306-5631 
FAX  746-7240 

306-5631 
FAX  746-7240 

306-5631 
FAX  746-7240 

306-0377 
FAX  872-9313 

306-0377 
FAX  872-9313 

306-0377 
FAX  872-9313 


11/15/02 

01/02/03 
04/11/02 


04/18/02 

05/15/02 
05/21/03 

09/15/02 
10/02/02 

06/15/02 

05/11/02 

08/21/02 
06/28/02 
10/21/02 

05/11/01 
05/18/01 
10/11/00 
09/18/00 
05/31/01 
09/18/01 

01/11/01 
02/18/01 
10/02/01 
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TECHNOLOGY  CEhfTERS 


CUSTOMER  SERVICE 

TELEPHONE  and  FAX 

NUMBERS 

AREA  CODE  703 


AVERAGE 

RLING  DATE  OF 

APPLICATIONS 

RECEIVING  A 

nRST  OFFICE 

ACTION  IN  THE 

LAST  3 

MONTHS* 


2640 
2650 
2660 
2670 
2680 

2800 

2810 


2830/ 

2840 

2850/ 

2860 

2870/ 

2880 

3600 

3610 
3620 
3630 
3640 


3650 
3660 

3670 

3680 

3700/ 
2900 

3710 

3720 
3730 
3740 
3750 
3760 
2900 


Audio,  speech  processing  and  wired  telephone 
Dynamic  information  storage  and  retrieval 
Mutiplex  communication 
Computer  graphics  and  display  systems 
Radio  Telecommunications 


306-0377 
FAX  872-9313 

306-0377 
FAX  872-9313 

306-0377 
FAX  872-9313 

306-0377 
FAX  872-9313 

306-0377 
FAX  872-9313 


SEMICONDUCTORS,  ELECTRICAL  AND  OPTICAL  SYSTEMS  AND  COMPONENTS 


Static  memory  and  digital  logic 


2820       Semiconductors  and  electrical  circuits 


Power  generation  and  distribution,  music, 

electrical  components  and  control  circuits 

Photocopying,  recorders,  measuring  and  testing, 

printing 

Liquid  crystals,  optical  elements,  optical 

systems,  fiber  optics,  lasers,  electric  lamps, 

registers,  optics  measuring  and  radiant  energy 

TRANSPORTATION,  ELECTRONIC  COMMERCE,  CONSTRUCTION,  AGRICULTURE, 
LICENSING  AND  REVIEW 


306-3329 
FAX  872-9317 

306-3329 
FAX  872-9317 

306-3329 
FAX  872-9317 

306-3329 
FAX  872-9317 

306-3329 
FAX  872-9317 


09/02/01 
11/26/01 
09/26/01 
01/21/02 
06/21/02 

01/08/03 
12/08/02 


10/26/02 


10/31/02 


09/21/02 


Surface  transportation 

Electronic  Commerce 

Static  structures,  supports  and  furniture 

Aeronautics,  agriculture,  fishing,  trapping, 

vermin  destroying,  plant  and  animal  husbandry, 

weaponry,  nuclear  systems  and  licensing  & 

review 

Material  handling  and  article  handling 

Computerized  vehicle  controls  and  navigation, 

radio  wave  optical  and  acoustic  wave 

communication 

Wells,  earth  boring/moving/working,  excavating, 

mining,  harvesters,  bridges,  roads,  petroleum, 

closures,  connections,  and  miscellaneous 

hardware 

Machine  elements  and  power  transmissions 


306-5771 
FAX  305-7658 

306-5771 
FAX  305-7658 

306-5771 
FAX  305-7658 

306-5771 
FAX  305-7658 


306-5771 
FAX  305-7658 

306-5771 
FAX  305-7658 

306-5771 
FAX  305-7658 


306-5771 
FAX  305-7658 


MECHANICAL  ENGINEERING,  MANUFACTURING  AND  PRODUCTS,  DESIGNS 


Amusement  and  education  devices 

Packages  and  containers,  manufacturing  devices 

and  processes,  machine  tools  and  hand  tools 

Medical  instruments,  diagnostic  equipment, 

treatment  devices,  surgery  and  surgical  supplies 

Thermal  and  combustion  technology,  motive 

and  fluid  power  systems 

Fluid  handling  and  dispensing,  and  Textile 

Manufacturing  and  Apparel 

Body  treatment,  kinestherapy,  and  exercising 

Designs 


306-5648 
FAX  872-9301 

306-5648 
FAX  872-9301 

306-5648 
FAX  872-9301 

306-5648 
FAX  872-9301 

306-5648 
FAX  872-9301 

306-5648 
FAX  872-9301 

306-5648 
FAX  872-9321 


12/21/02 
04/02/01 
12/28/02 
04/02/03 

10/02/02 
12/11/02 

12/31/02 
11/28/02 

11/11/02 
10/11/02 
08/11/02 
11/26/02 
10/08/02 
07/26/02 
04/05/03 


*  The  information  provided  above  reflects  an  average  for  the  workgroup.  If  you  need  more  specific  information  about  an  individual  application,  please 
call  the  appropriate  customer  service  office  above. 
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TECHNOLOGY  CENTERS 


DIRECTOR 


1600       BIOTECHNOLOGY,  ORGANIC 

1610        Organic  chemistry,  bio-affecting  and  body 

treating  composition 
1620        Carbohydrates,  Nonheterocyclic  Chemistry  and 

Uses 
1630        Recombinant  molecular  and  microbiology, 

multicellular  organisms 
1640  Immunology  and  Plants 
1650        Non-recombinant  molecular  and  microbiology, 

non-immuno  proteins  and  peptides 
1660        Asexually  Propagated  Plants 


John  J.  DoU 

Bruce  Kisliuk 

John  J.  DoU 

Jasemine  Chambers 
Bruce  Kisliuk 

Jasemine  Chambers 


1700        CHEMICAL,  MATERIALS  ENGINEERING 

1710       Synthetic  resins 

1720        Fluid  separation  and  agitation,  metal  foundry, 

welding,  plastic  modeling  apparatus,  fuels  and 

related  compositions 
1730       Glass  and  paper  making,  tobacco,  non-metallic 

molding,  adhesive  bonding,  tires  and  coating 

apparatus 
1740        Metallurgy,  electrochemistry,  cleaning, 

disinfecting,  sterilizing,  analytical  chemistry  and 

wave  energy 
1750        Chemical  products  and  processes,  solar  cells 

and  sputtering  apparatuses 
1760        Food  technology,  petroleum  processing,  coating 

and  etching 
1770        Stock  materials  and  miscellaneous  articles 


Mary  Lee 
Mary  Lee 


Mary  Lee 

Michael  Ball 

Michael  Ball 
Jacqueline  M.  Stone 
Jacqueline  M.  Stone 


COMPUTER  ARCHITECTURE  SOFTWARE  AND  INFORMATION  SECURITY 


2100 

2110  Computer  architecture 

2120  Miscellaneous  computer  applications 

2130  Cryptography,  security 

2140  Computer  networks 

2150  Computer  networks 

2170  Graphical  user  interface,  data  bases 

2180  Computer  architecture 


Stewart  Levy 

Peter  Wong 
Margaret  A.  Focarino 
Margaret  A.  Focarino 

Peter  Wong 
Margaret  A.  Focarino 

Stewart  Levy 


2600  COMMUNICATIONS 

2610  Television 

2620  Image  analysis,  fax 

2630  Digital,  optical,  and  general  communications 

2640  Audio  and  wired  telephone 

2650  Speech  Processing,  Dynamic  Information 

Storage  &  Retrieval 

2660  Mutiplex  communications 

2670  Computer  graphics  and  display  systems 

2680  Radio  Telecommunications 


Allen  MacDonald 
Joseph  J.  RoUa 
Jin  F.  Ng 
Mark  Powell 
Mark  Powell 

Jin  F  Ng 
Joseph  J.  RoUa 
Allen  MacDonald 


2800  SEMICONDUCTORS,  ELECTRICAL  AND  OPTICAL  SYSTEMS  AND  COMPONENTS 

2810  Static  memory  and  digital  logic  Sharon  Gibson 

2820  Semiconductors  and  electrical  circuits  James  L.  Dwyer 

2830/  Power  generation  and  distribution,  music,  Richard  Seidel 

2840  electrical  components  and  control  circuits 

2850/  Photocopying,  recorders,  measuring  and  testing,  Howard  Goldberg 

2860  printing 

2870/  Liquid  crystals,  optical  elements,  optical  Janice  A.  Falcone 

2880  systems,  fiber  optics,  lasers,  electric  lamps, 

registers,  optics  measuring  and  radiant  energy 

3600       TRANSPORTATION,  ELECTRONIC  COMMERCE,  CONSTRUCTION,  AGRICULTURE,  LICENSING  AND 
REVIEW 

3610        Surface  transportation  Robert  Oberleitner 

3620        Electronic  Commerce  John  Love 

3630        Static  structures,  supports  and  furniture  John  Love 

3640        Aeronautics,  agriculture,  fishing,  trapping,  Donald  Hajec 

vermin  destroying,  plant  and  animal  husbandry, 

weaporuy,  nuclear  systems  and  licensing  & 

review 
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TECHNOLOGY  CENTERS 


DIRECTOR 


3650 
3660 

3670 


3680 


Materia]  and  article  handling 

Computerized  vehicle  controls  and  navigation, 

radio  wave  and  acoustic  wave  communication 

Wells,  earth  boring/moving/working,  excavating, 

mining  harvesters,  bridges,  roads,  petroleum, 

closures,  connections,  and  miscellaneous 

hardware 

Machine  elements  and  power  transmissions 


Robert  Oberleitner 
Donald  Hajec 

Donald  Hajec 


Robert  Oberleitner 


3700/ 
2900 

3710 
3720 

3730 

3740 

3750 
3760 

2900 


MECHANICAL  ENGINEERING,  MANUFACTURING  AND  PRODUCTS,  DESIGNS 


Amusement  and  education  devices 

Packages  and  containers,  manufacturing  devices 

and  processes,  machine  tools  and  hand  tools 

Medical  instruments,  diagnostic  equipment, 

treatment  devices,  surgery  and  surgical  supplies 

Thermal  and  combustion  technology,  motive 

and  fluid  power  systems 

Fluid  handling  and  dispensing 

Body  treatment,  kinestherapy,  exercising,  textile 

manufacturing  and  apparel 

Designs 


Ethel  Rollins-Cross 
Ethel  Rollins-Cross 

John  E.  Kittle 

Richard  Bertsch 

Richard  Bertsch 
John  E.  Kittle 

John  E.  Kittle 
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TRADEMARK  OPERATION 

James  E.  Rogan,  Director  of  the  United  States  Patent  and  Trademark  Office 

Ann  Chasser,  Commissioner  for  Trademarks 

Condition  of  Trademark  Applications  as  of  Dec.  1,  2003 


i 


Oldest  Date 


Law  Office 


New"* 


Amendment 
Filed 


Law  Office  102 — Thomas  Shaw,  Managing  Attorney,  (703)  308-9102 — South  Tower,  5th  Floor, 
Chemicals,  Paints,  Cosmetics,  Lubricants,  Pharmaceuticals,  Unwrought  metals.  Industrial 
Equipment,  Tools,  Scientific  Equipment,  Medical  Apparatus,  Installation,  Vehicles,  Firearms, 
Precious  metals,  musical  instruments,  paper  products,  fibers,  leather  goods,  building 
materials,  furniture.  Housewares,  Cordage,  Yams,  Fabrics,  Clothmg,  Notions,  floor  coverings, 
toys.  Foods,  Beverages,  Wines,  Spirits  &  tobacco — Int.  Classes  1,  2,  3,  4,  5,  6,  7,  8,  9,  10, 
11,  12,  13,  14,  15,  16,  17,  18,  19,  20,  21,  22,  23,  24,  25,  26,  27,  28,  29,  30,  31,  32,  33,  34 
Services— Int.  Classes  35,  36,  37,  38,  39,  40,  41,  42,  43,  44,  45  


Law  Office  103— Michael  Hamilton,  Managing  Attorney,  (703)  308-9103— South  Tower,  6th 
Floor,  Chemicals,  Paints,  Cosmetics,  Lubricants,  Pharmaceuticals,  Unwrought  metals, 
Industrial  Equipment,  Tools,  Scientific  Equipment,  Medical  Apparatus,  Installation,  Vehicles, 
Firearms,  Precious  metals,  musical  instruments,  paper  products,  fibers,  leather  goods,  building 
materials,  furniture.  Housewares,  Cordage,  Yams,  Fabrics,  Clothing,  Notions,  floor  coverings, 
toys.  Foods,  Beverages,  Wines,  Spirits  &  tobacco — Int.  Classes  1,  2,  3,  4,  5,  6,  7,  8,  9,  10, 
11,  12,  13,  14,  15,  16,  17,  18,  19,  20,  21,  22,  23,  24,  25,  26,  27,  28,  29,  30,  31,  32,  33,  34 
Services— Int.  Classes  35,  36,  37,  38,  39,  40,  41,  42,  43,  44,  45  


Law  Office  105— Thomas  Howell,  Managing  Attorney,  (703)  308-9105— South  Tower,  8th 
Floor,  Chemicals,  Paints,  Cosmetics,  Lubricants,  Pharmaceuticals,  Unwrought  metals. 
Industrial  Equipment,  Tools,  Scientific  Equipment,  Medical  Apparatus  Installation,  Vehicles, 
Firearms,  Precious  metals,  musical  instmments,  paper  products,  fibers,  leather  goods,  building 
materials,  furniture.  Housewares,  Cordage,  Yams,  Fabrics,  Clothing,  Notions,  floor  coverings, 
toys.  Foods,  Beverages,  Wines,  Spirits  &  tobacco — Int.  Classes  1,  2,  3,  4,  5,  6,  7,  8,  9,  10, 
11,  12,  13,  14,  15,  16,  17,  18,  19,  20,  21,  22,  23,  24,  25,  26,  27,  28,  29,  30,  31,  32,  33,  34 
Services— Int.  Classes  35,  36,  37,  38,  39,  40,  41.  42,  43,  44,  45  


Law  Office  106 — Mary  Sparrow,  Managing  Attorney,  (703)  308-9106 — South  Tower,  8th  Floor, 
Chemicals,  Paints,  Cosmetics,  Lubricants,  Pharmaceuticals,  Unwrought  metals.  Industrial 
Equipment,  Tools,  Scientific  Equipment,  Medical  Apparatus,  Installation,  Vehicles,  Firearms, 
Precious  metals,  musical  instruments,  paper  products,  fibers,  leather  goods,  building 
materials,  furniture.  Housewares,  Cordage,  Yarns,  Fabrics,  Clothing,  Notions,  floor  coverings, 
toys.  Foods,  Beverages,  Wines,  Spirits  &  tobacco — Int.  Classes  1,  2,  3,  4,  5,  6,  7,  8,  9,  10, 
11,  12,  13,  14,  15,  16,  17,  18,  19,  20,  21,  22,  23,  24,  25,  26,  27,  28,  29,  30,  31,  32,  33,  34 
Services— Int.  Classes  35,  36,  37,  38,  39,  40,  41,  42,  43,  44,  45  


Law  Office  108— David  Shallant,  Managing  Attomey,  (703)  308-9108— South  Tower,  8th  Floor, 
Chemicals,  Paints,  Cosmetics,  Lubricants,  Pharmaceuticals,  Unwrought  metals.  Industrial 
Equipment,  Tools,  Scientific  Equipment,  Medical  Apparatus,  Installation,  Vehicles,  Firearms, 
Precious  metals,  musical  instruments,  paper  products,  fibers,  leather  goods,  building 
materials,  furniture.  Housewares,  Cordage,  Yams,  Fabrics,  Clothing,  Notions,  floor  coverings, 
toys,  Foods,  Beverages,  Wines,  Spirits  &  tobacco — Int.  Classes  1,  2,  3,  4,  5,  6,  7,  8,  9,  10, 
11,  12,  13,  14,  15,  16,  17,  18,  19,  20,  21,  22,  23,  24,  25,  26,  27,  28,  29,  30,  31,  32,  33,  34 
Services— Int.  Classes  35,  36,  37,  38,  39,  40,  41,  42,  43,  44,  45  


Law  Office  110— Christopher  A.  F  Pedersen,  Managing  Attomey,  (703)  308-9110— South 
Tower,  7th  Floor,  Chemicals,  Paints,  Cosmetics,  Lubricants,  Pharmaceuticals,  Unwrought 
metals.  Industrial  Equipment,  Tools,  Scientific  Equipment,  Medical  Apparatus,  Installation, 
Vehicles,  Firearms,  Precious  metals,  musical  instruments,  paper  products,  fibers,  leather 
goods,  building  materials,  furniture.  Housewares,  Cordage,  Yams,  Fabrics,  Clothing,  Notions, 
floor  coverings,  toys.  Foods,  Beverages,  Wines,  Spirits  &  tobacco — Int.  Classes  1,  2,  3,  4,  5, 
6,  7,  8,  9,  10,  11,  12,  13,  14,  15,  16,  17,  18,  19,  20,  21,  22,  23,  24,  25,  26,  27,  28,  29,  30, 
31,  32,  33,  34  Services— Int.  Classes  35,  36,  37,  38,  39,  40,  41,  42,  43,  44,  45  


Law  Office  111— Craig  Taylor,  Managing  Attomey,  (703)  308-9111— South  Tower,  7th  Floor, 
Chemicals,  Paints,  Cosmetics,  Lubricants,  Pharmaceuticals,  Unwrought  metals.  Industrial 
Equipment,  Tools,  Scientific  Equipment,  Medical  Apparatus,  Installation,  Vehicles,  Firearms, 
Precious  metals,  musical  instruments,  paper  products,  fibers,  leather  goods,  building 
materials,  furniture.  Housewares,  Cordage,  Yams,  Fabrics,  Clothing,  Notions,  floor  coverings, 
toys.  Foods,  Beverages,  Wines,  Spirits  &  tobacco — Int.  Classes  1,  2,  3,  4,  5,  6,  7,  8,  9,  10, 
11,  12,  13,  14,  15,  16,  17,  18,  19,  20,  21,  22,  23,  24,  25,  26,  27,  28,  29,  30,  31,  32,  33,  34 
Services— Int.  Classes  35,  36,  37,  38,  39,  40,  41,  42,  43,  44,  45  


07/08/02 


10/03/02 


06/11/03 


10/01/03 


05/13/03 


10/27/03 


06/27/03 


10/10/03 


01/17/03 


10/28/02 


05/29/03 


09/24/03 


04/28/03 


08/08/03 
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Law  Office  112— Janice  O'Lear,  Managing  Attorney,  (703)  308-9112— South  Tower,  5th  Floor, 
Chemicals,  Paints,  Cosmetics,  Lubricants,  Pharmaceuticals,  Unwrought  metals.  Industrial 
Equipment,  Tools,  Scientific  Equipment,  Medical  Apparatus,  Installation,  Vehicles,  Firearms, 
Precious  metals,  musical  instruments,  paper  products,  fibers,  leather  goods,  building 
materials,  furniture,  Housewares,  Cordage,  Yams,  Fabrics,  Clothing,  Notions,  floor  coverings, 
toys.  Foods,  Beverages,  Wines,  Spirits  &  tobacco — Int.  Classes  1,  2,  3,  4,  5,  6,  7,  8,  9,  10, 
11,  12,  13,  14,  15,  16,  17,  18,  19,  20,  21,  22,  23,  24,  25,  26,  27,  28,  29,  30,  31,  32,  33,  34 
Services— Int.  Classes  35,  36,  37,  38,  39,  40,  41,  42,  43,  44,  45  


Law  Office  113— Odette  Bonnet,  Managing  Attorney,  (703)  308-9113— South  Tower,  7th  Floor, 
Chemicals,  Paints,  Cosmetics,  Lubricants,  Pharmaceuticals,  Unwrought  metals.  Industrial 
Equipment,  Tools,  Scientific  Equipment,  Medical  Apparatus,  Installation,  Vehicles,  Firearms, 
Precious  metals,  musical  instruments,  paper  products,  fibers,  leather  goods,  building 
materials,  furniture.  Housewares,  Cordage,  Yams,  Fabrics,  Clothing,  Notions,  floor  coverings, 
toys.  Foods,  Beverages,  Wines,  Spirits  &  tobacco — Int.  Classes  1,  2,  3,  4,  5,  6,  7,  8,  9,  10, 
11,  12,  13,  14,  15,  16,  17,  18,  19,  20,  21,  22,  23,  24,  25,  26,  27,  28,  29,  30,  31,  32,  33,  34 
Services— Int.  Classes  35,  36,  37,  38,  39,  40,  41,  42,  43,  44,  45  


Law  Office  114 — Margaret  Le,  Managing  Attorney,  (703)  308-9114 — South  Tower,  6th  Roor, 
Chemicals,  Paints,  Cosmetics,  Lubricants,  Pharmaceuticals,  Unwrought  metals,  Industrial 
Equipment,  Tools,  Scientific  Equipment,  Medical  Apparatus,  Installation,  Vehicles,  Firearms, 
Precious  metals,  musical  instmments,  paper  products,  fibers,  leather  goods,  building 
materials,  furniture.  Housewares,  Cordage,  Yams,  Fabrics,  Clothing,  Notions,  floor  coverings, 
toys.  Foods,  Beverages,  Wines,  Spirits  &  tobacco — Int.  Classes  1,  2,  3,  4,  5,  6,  7,  8,  9,  10, 
11,  12,  13,  14,  15,  16,  17,  18,  19,  20,  21,  22,  23,  24,  25,  26,  27,  28,  29,  30,  31,  32,  33,  34 
Services— Int.  Classes  35,  36,  37,  38,  39,  40,  41,  42,  43,  44,  45  


Law  Office  115— Tomas  Vlcek,  Managing  Attorney,  (703)  308-9115— South  Tower,  6th  Floor, 
Chemicals.  Paints,  Cosmetics,  Lubricants,  Pharmaceuticals,  Unwrought  metals.  Industrial 
Equipment,  Tools,  Scientific  Equipment,  Medical  Apparatus,  Installation,  Vehicles,  Firearms, 
Precious  metals,  musical  instruments,  paper  products,  fibers,  leather  goods,  building 
materials,  furniture.  Housewares,  Cordage,  Yams,  Fabrics,  Clothing,  Notions,  floor  coverings, 
toys.  Foods,  Beverages,  Wines,  Spirits  &  tobacco — Int.  Classes  1,  2,  3,  4,  5,  6,  7,  8,  9,  10, 
11,  12,  13,  14,  15,  16,  17,  18,  19,  20,  21,  22,  23,  24,  25,  26,  27,  28,  29,  30,  31,  32,  33,  34 
Services— Int.  Classes  35,  36,  37,  38,  39,  40,  41,  42,  43,  44,  45  


Law  Office  116 — Meryl  Hershkowitz,  Managing  Attorney,  (703)  308-9116 — South  Tower,  6th 
Floor,  Chemicals,  Paints,  Cosmetics,  Lubricants,  Pharmaceuticals,  Unwrought  metals. 
Industrial  Equipment,  Tools,  Scientific  Equipment,  Medical  Apparatus,  Installation,  Vehicles, 
Firearms,  Precious  metals,  musical  instruments,  paper  products,  fibers,  leather  goods,  building 
materials,  fumiture.  Housewares,  Cordage,  Yams,  Fabrics,  Clothing,  Notions,  floor  coverings, 
toys.  Foods,  Beverages,  Wines,  Spirits  &  tobacco — Int.  Classes  1,  2,  3,  4,  5,  6,  7,  8,  9,  10, 
11,  12,  13,  14,  15,  16,  17,  18,  19,  20,  21,  22,  23,  24,  25,  26,  27,  28,  29,  30,  31,  32,  33,  34 
Services— Int.  Classes  35,  36,  37,  38,  39,  40,  41,  42,  43,  44,  45  


**Collective  Marks— Class  200 
♦♦Certification  Marks — Classes  A  &  B 


Office  of  Trademark  Services— Ronald  Williams,  Director.  (703)  305-1222 
Trademark  Assistance  Center— (703)  308-9000 

Pre-Examination — Monique  Jackson,  Supervisor,  (703)  308-9401  ext.  126 
Intent-To-Use— (ITU)— (703)  308-9500 

Post  Registration  Section — Lashawn  Lee,  Supervisor  (703)  308-9500  ext.  152 
Affidavits  Under  Sections  8  &  15  (All  Classes) 

Renewals  (All  Classes) 

Section  12(c)  Publications  (All  Classes) 


06/18/03 


12/11/02 


06/15/02 


05/23/03 


05/15/03 


04/07/03 
04/29/03 
05/12/03 


09/16/03 


12/17/02 


10/20/02 


05/15/03 


03/23/03 


1.  **  Assigned  to  all  Law  Offices 

2.  Applicants  with  inquiries  concerning  the  status  of  their  applications  and  a  touch  telephone  should  call  (703)  305-8747  through  (703)  305-9752  from  6:30 
a.m.  to  Midnight  EST,  Monday  through  Friday.  This  automated  voice  system  will  provide  the  current  status  of  your  application.  Applicants  are  urged 
not  to  file  unnecessary  inquiries  concerning  the  status  of  their  applications.  See  SECTION  411  of  the  TRADEMARK  MANUAL  OF  EXAMINING 
PROCEDURE. 


3.  *  These  dates  identify  the  oldest  unassigned  new  case  in  each  Law  Office.  All  cases  with  earlier  dates  have  either  been  examined  or  made  the  subject 
of  an  action  or  are  currently  being  worked  on  by  the  assigned  examining  attorney. 


CLASSIFICATION  OF  PATENTS 


ISSUED  MARCH  2,  2004 

Note — First  number,  class;  second  number,  subclass;  third  number,  patent  number 


CLASS  2 

122 

6,698,099 

CLASS  55 

CLASS  68 

314  N                 6,700,043 

265                     6,698,375 

2.5 

6,698,024 

298.4 

6,698,100 

318 

6,699,300 

12.02                  6,698,254 

411  R                 6,700,044 

322                     6,698,376 

69 

6,698,025 

387 

6,698.101 

471 

6,699,301 

413                      6,700,045 

94 

6,698,026 

^"^•m      A    <~^^~T     •« -m 

CLASS  69 

415                     6,700,046 

CLASS  116 

161.2 

6!698'027 

CLASS  33 

CLASS  56 

9                        6,698,255 

603                     6,700,047 

137  R                 6,698,377 

209 

6.698,028 

562 

6,698,102 

6 

6,698,170 
6,698,171 
6,698,172 

609                     6,700,048 

206                    6,698,378 

227 

6,698,029 

645 

6.698,103 

7 

CLASS  70 

6,700,049 

267 

6,698,030 

768 

6,698,104 

15.8 

14                       6,698,256 

615                     6.700.050 

CLASS  118 

340 

6,698,031 

836 

6,698,105 

16.7 

6,698,173 

59                       6,698,257 

733                     6,700,05 1 

26                       6,698,379 

424 

6,698,032 

CLASS  34 

17.1 

6,698,174 

85                       6,698,258 

CLASS  86 

302                     6,699,323 

428 

6,698,033 

220 

6,698,175 

134                     6,698,259 

306                     6,699,324 

443 

6,698,106 

235 

6,698,176 

6,698,260 

49                       6,698,329 

309                     6,699,325 

CLASS  4 

595 

6,698,107 

236 

6,698,177 

169                     6,698,261 

CLASS  89 

411                     6,699,326 

223 

6,698,034 

CLASS  36 

400.04                6.698.178 

208                     6,698,262 

■^--J-iJTlUiJ    \J^ 

505                     6,699,327 

301 

6,698,035 

257                     6,698,263 

1.11                    6,698,330 

641                     6,699,328 

483 

6,698,036 

45 

6,698,108 

CLASS  57 

493                     6,698,264 

36.02                  6,698,331 

6,699,329 

612 
622 

6,698,037 
6.698.038 

59  R 
61 

6,698,109 
6,698,110 

311 

6,698,179 

CLASS  72 

CLASS  95 

CLASS  119 

6,698,039 

CLASS  5 

10.2                    6,698,040 
81.1  R                6,698,041 
99.1                    6,698,042 
486                     6,698,043 

219 

234 
403 
465 

CLASS  37 

6,698,111 
6,698,112 
6,698.113 
6,698,114 
6,698,115 

CLASS  60 

39.092                6,698,180 
39.161                6,698,181 
39.182                6,698,182 
39.6                    6,698,183 
206                     6,698,184 
274                       «  f^QR  IKS 

94                       6,698,265 
203                     6,698,266 
355.6                  6,698,267 
412                     6,698,268 

CLASS  73 

1 .08                    6,698,269 

97                       6,699,307 
216                     6,699,308 

CLASS  96 

108                     6,699,309 
132                     6,699,310 
436                     6,699,311 

28.5                    6,698,380 
61                       6,698,381 
168                     6,698,382 
451                     6,698,383 
473                     6,698,384 

CLASS  122 

624 
637 
713 
727 

6,698,044 
6,698,045 
6,698,046 
6,698,047 

CLASS  7 

CLASS  40 

124.11                 6,698,116 

6,698,117 

205                     6,698,118 

300                     6.698.119 

277 
285 

286 
297 

6,698,186 
6,698,187 
6,698,188 
6,698,189 
6,698,190 
6,698,191 
6,698,192 

1.26                    6,698,270 
1.37                    6,698,271 
12.01                  6,698,272 

37  6,698,273 

38  6,698,274 
54.28                  6,698,275 

CLASS  99 

289  R                 6,698,332 
295                     6,698,333 

339  6,698,334 

340  6,698,335 

13.01                  6,698,385 
14.31                  6,698,386 

CLASS  123 

25  A                   6,698,387 

158 

6,698,048 

446 

6,698,120 

61.75                  6,698,276 

6,698,336 

41.28                  6,698,388 

6,698,049 

452 

6,698,121 

6,698,277 

342                     6,698,337 

41.31                  6,698,389 

572 

6  6Q8  17? 

302 

6,698,193 

61.76                  6,698,278 

450.2                  6,698,338 

184.57                6,698,390 

405 

CLASS  8 

6,699,296 

603                     6;698a23 
642.02                6.698.124 

314 
357 
443 

6,698,194 
6,698,195 
6,698,196 

118.1                  6,698,279 
6,698,280 

CLASS  100 

193.6                  6,698,391 
6,698,392 

170.02                6,698,281 

8                         6,698,339 

195  C                6,698,393 

CLASS  12 

CLASS  42 

464 

6,698,197 

204.26                6,698,282 

35                       6,698,340 

241                     6,698,394 

133  R 

71.5 
71.7 

6,698,050 

CLASS  14 

6,698,051 
6,698,052 

66 

70.11 
71.02 
76.01 
90 

6,698,125 
6,698,126 
6,698,127 
6,698,128 
6,698,129 

487 
489 
520 
527 
578 
611 
653 

6,698,198 
6,698,199 
6,698,200 
6,698,201 
6,698,202 
6,698,203 
6,698,204 

6,698,283 
323                     6,698,284 
432.1                  6,698,285 
469                     6,698,286 
504.12                6,698,287 

41                       6,698,341 

6,698,342 

191                     6,698,343 

CLASS  101 

243                     6,698,395 
299                     6,698,396 
399                     6,698,397 
6,698,398 
456                     6,698,399 

77.1 

6,698,053 

146 

6,698,130 

577                     6,698,288 

104                     6,698,344 

470                    6,698,400 

597                     6,698,289 

123                     6,698,345 

516                     6,698,401 

19.2 
49.1 
119.2 
145 

CLASS  15 

6,698,054 
6,698,055 
6,698.056 
6,698,057 

1 
2 
44.2 

CLASS  43 

6,698,131 
6,698,132 
6,698,133 

686 

725 
737 
740 
776 

6,698,205 
6,698,206 
6,698,207 
6,698,208 
6,698,209 

6,698,290 
620                     6,698,291 

662  6,698,292 

663  6,698,293 
708                     6,698,294 

6,698,346 

6,698,347 

127                     6,698,348 

127.1                  6,698,349 

211                     6,698,350 

520                    6,698,402 
6,698,403 
527                     6,698,404 
560                    6,698,405 
568.16                6,698,406 

257.1 

6,698,058 

CLASS  44 

CLASS  62 

754                     6,698,295 

230                     6,698,351 

568.17                6,698,407 

314 

6,698,059 

275 

6,699,298 

856                     6,698,296 

349.1                  6,698,352 

568.21                6,698,408 

6 

6,698,210 

861.63                6,698,297 

6,698,353 

6,698,409 

CLASS  16 

CLASS  47 

50.2 

6,698,211 

862.21                6,698,298 

401.1                  6,698,354 

572                     6,698,410 

20 

6,698,060 

6,698,212 

862.331              6,698,299 

485                     6,698,355 

635                     6,698,411 

87.2 

6,698,061 
6,698,062 
6,698,063 

1.4 

6,698,134 

66 

6,698.213 

670                    6,698,412 

242 

29.7 

6,698,135 

114 

6,698,214 

CLASS  74 

CLASS  102 

337 

39 

6,698,136 

150 

6,698,215 

89.18                  6,698,300 

202.5                  6,698,356 

CLASS  124 

430 

6,698,064 

57.6 

6,698.137 

6,698,216 

89.42                  6,698,301 

363                     6,698,357 

25.6                    6,698,413 

436 

6,698,065 

CLASS  49 

175 

6,698,217 
6,698,218 

335                     6,698.302 
337.5                  6,698,303 

CLASS  104 

69                       6,698,4)4 

CLASS  19 

409 

6,698,138 

179 

6,698,219 

340                     6,698,304 

2                        6,698,358 

CLASS  125 

66  CC 

6,698,066 
CLASS  24 

447 
502 

6,698,139 
6,698,140 

184 

196.4 

229 

6,698,220 
6,698,221 
6,698,222 

424.71                6,698,305 
427                     6,698,306 
473.13                6,698,307 

88.02                  6,698,359 
CLASS  106 

12                       6,698,415 
13.01                  6,698,416 

16  PB 

16R 

303 

6,698,067 
6,698,069 
6,698,068 
6,698.070 

298 

CLASS  51 

6,699,299 

CLASS  52 

238.7 

259.2 

285 

303 

345 

346 

6,698,223 
6,698,224 
6,698,225 
6,698,226 
6,698,227 
6,698,228 

473.32                6,698,308 
512                     6,698,309 
544                     6,698,310 
552                     6,698,311 

31.26                  6,699,312 
31.6                    6,699,313 
38.2                    6,699,314 
205.01                6,699,315 

CLASS  126 

39  N                  6,698,417 
197                     6,698,418 
299  R                 6,698,419 
381.1                  6,698,420 

537 

6,698.071 

6 
8 

6,698,141 
6,698,142 

606  R                 6,698,312 
665  N                 6,698,313 

425                     6,699,316 
436                     6,699,317 

25.35 

CLASS  29 

6,698,072 
6,698,073 

82 

202 

208 

6,698,143 
6.698,144 
6,698,145 

390 

457.7 
457.9 
470 

6,698,229 
6,698,230 
6,698,231 
6,698,232 

CLASS  75 

10.32                  6,699,302 

464                     6,699,318 
476                     6,699,319 
486                     6,699,320 

CLASS  128 

200.14                6,698,421 

227 

6,698,074 

232 

6,698,146 

252                     6,699,303 

711                     6,699,321 

6,698,422 

281.5 
421.1 
423 

6,698,075 
6,698,076 
6,698,077 

234 

302.1 

309.4 

6,698,147 
6.698,148 
6,698,149 

497 
505 
509 

6,698,233 
6,698,234 
6,698,235 

336                     6,699,304 
351                     6,699,305 
386                     6,699,306 

900                     6,699,322 
CLASS  108 

201.21                6,698,423 
202.27                6,698,424 
203.25                6,698,425 

428 
462 

6;698!078 
6,698,079 

414 
555 

6,698,150 
6,698.151 

632 

6,698,236 
6,698,237 

CLASS  81 

50.13                  6,698,360 
50.17                  6,698,361 

204. 1 1                6,698,426 
206.21                6,698,427 

509 
512 

6,698,080 
6.698,081 

650.1 
690 

6,698.152 
6,698,153 

CLASS  63 

58                       6,698,314 
121.1                  6,698,315 

51.3                    6,698,362 
83                       6,698,363 

207.14                6,698,428 
6,698,429 

''\r\'^     •  r*                                      ^     ^  r\c\     A'^f\ 

593 

6,698,082 

716.6 

6,698,154 

23 

6,698,238 

6,698,316 

115                     6,698,364 

207.15                6,698,430 

n  A  c                                           y    ^  /\ri    A  t  i 

5% 

6,698,083 

731.7 

6,698,155 

32 

6,698,239 

124.2                  6,698,317 

845                     6,698,43 1 

601 

6,698,084 

742.16                6,698,156    | 

177.4                  6,698,318 

CLASS  110 

848                     6,698,432 

622 

6,698,085 

794.1 

6,698,157 

CLASS  65 

438                     6,698,319 

246                     6,698,365 

899                     6,698,433 

623 
623.1 

6,698,086 
6,699,297 

CLASS  53 

17.4 
29.12 

6,698,240 
6,698,241 

6,698,320 

CLASS  111 

CLASS  131 

737 

6,698,087 

77 

6,698,158 

43 

6,698,242 

CLASS  82 

100                     6,698,366 

84.4                    6,698,434 

743 

6,698,088 

247 

6,698,159 

104 

6,698,243 

113                     6.698,321 

118                     6,698,367 

192                    6,698,435 

748 

6,698,089 

317 

6.698,160 

134.3 

6,698,244 

200                    6,698,368 

329                    6,698,436 

751 

6,698,090 

389.1 

6,698,161 

376 

6,698,245 

CLASS  83 

830 

6,698,091 

428 

6,698,162 

390 

6,698,246 

54                       6,698,322 

CLASS  112 

CLASS  134 

841 

6,698,092 

429 

6,698,163 

397 

6,698,247 

62                       6,698,323 

102.5                  6,698,369 

3                        6,699,330 

852 

6,698,093 

451 

6,698,164 

413 

6,698,248 

167                     6,698,324 

8                        6,699,331 

876 

6,698,094 

509 

6,698,165 

414 

6,698,249 

168                     6,698,325 

CLASS  114 

104.4                  6,698,437 

888.08 

6,698,095 

550 

6,698,166 

659                     6,698,326 

56.1                    6,698,370 

110                     6,698,438 

890.1 

6,698,096 

589 

6,698,167 

CLASS  66 

754                     6,698,327 

61.1                    6,698,371 

138                     6,698,439 

898.02 

6,698,097 

149  S 

6,698,250 

766                     6.698,328 

102.29              RE.  38,448 

CLASS  54 

193 

6,698,251 

230.12                6,698,372 

CLASS  135 

CLASS  30 

38.1 

6,698,168 

195 

6,698,252 

CLASS  84 

244                    6,698,373 

25.41                  6,698,440 

108.2 

6,698,098 

49 

6,698,169 

232 

6,698,253 

94. 1                    6,700,042 

253                     6,698,374 

126                    6,698,441 

PI  183 


PI  184 


CLASSIFICATION  OF  PATENTS 


CLASS  136 

168.3                  6,699,363 

CLASS  184 

94.01                  6,698,603 

375                     6.698.653 

186.26                6,699.403 

201                     6,700,052 

205                     6,699.364 

55.1                    6,698,551 

189                     6,698,604 

380                     6,698,654 

187.23                6.699.404 

205                     6.700,053 

207                     6,699.365 

^^V         A     t~f  t~^       <%  -«    ^ 

385                     6.698,655 

299.64                6.699,405 

246                     6,700,054 

358.2                  6.699.366 

CLASS  188 

CLASS  215 

462.01                6.698.656 

301.36                6,699,406 

6,700,055 

6,699,367 

33                       6,698,552 

216                     6,698,605 

462.03                6.698,657 

582 

6,699,407 

252                     6,700,056 

358.4                  6,699,368 

72.9                    6,698,553 

384                     6,698,606 

462.14                6.698.658 

258                     6,700,057 
263                     6,700,058 

CLASS  164 

158                     6,698.554 
170                     6,698,555 

CLASS  216 

462.42                6,698.659 
472.01                6.698.660 

201 

CLASS  254 

6,698,721 

122.1                  6,698,493 

259                     6,698,556 

2                         6,699,394 

492                     6,698.661 

284 

6,698,722 

CLASS  137 

133                     6,698,494 

264  AA              6,698,557 

13                       6,699,395 

6.698.662 

391 

6.698,723 

1                         6,698,442 
15.06                  6,698,444 

165                     6,698,495 
312                     6,698,496 

266.1                  6,698,558 
317                     6,698,559 

40                       6,699,396 
54                       6,699,397 

CLASS  236 

CLASS  256 

15.17                  6,698,445 

428                     6,698,497 

55                       6,699,398 

49.3                    6,698,663 

1 

6,698,724 

115.16                6,698,446 
272                     6,698,447 

477                     6,698,498 

CLASS  191 

12  R                   6,698,560 

67                       6,699,399 
90                       6,699,400 

CLASS  239 

11 
59 

6,698,725 
6,698,726 

312                     6,698,448 

CLASS  165 

108                     6,699,401 

5                         6,698,664 

315,41                6,698,449 
542                     6,698,450 

80.3                    6,698,499 
6,698,500 

CLASS  192 

3.29                    6,698,561 

CLASS  218 

44                       6,698,665 
89                       6,698,666 

10 

CLASS  257 

6,700,132 

615                     6,698,451 

104.16                6,698,501 

35                       6,698,562 

149                     6,700,087 

128                     6,698,667 

66 

6,700,133 

625.43                6,698,452 
881                     6,698,453 

104.26                6,698,502 
6,698,503 

6,698,563 
93  R                   6,698,564 

CLASS  219 

172                     6,698,668 
225.1                  6,698,669 

72 

6,700,134 
6,700,135 

885                     6,698,454 

109.1                  6,698,504 

94                       6,698,565 

69.15                  6,700,088 

376                     6,698,670 

79 

6,700,136 

122                     6,698,505 

131  R                 6,698,566 

121.4                  6,700,089 

525                     6,698,671 

81 

6,700,137 

CLASS  138 

6,698,506 

217                     6,698,567 

121.42                6,700,090 

526                     6,698,672 

99 

6,700,138 

44                       6,698,455 

133                     6,698,507 

121.48                6,700,091 

585.1                  6,698.673 

103 

6,700,139 

121                     6,698,456 

152                     6,698,508 

CLASS  194 

121.54                6,700,092 

6,698,674 

110 

6,700,140 

127                     6,698,457 

153                     6,698,509 

314                     6,698,568 

121.55                6,700,093 

CLASS  242 

6,700,141 

185                     6,698,510 

350                     6,698,569 

121.6                  6,700,094 

202 

6,700,142 

CLASS  139 

6,698,511 

121.73                6,700,095 

348.2                  6,698,675 

288 

6,700,143 

389                     6,698,458 

202                     6,698,512 

CLASS  198 

6,700,096 

6,698,676 

292 

6,700,144 

345.1                  6,698,570 

130.5                  6,700,097 

374                     6,698,677 

295 

6,700,145 

CLASS  140 

CLASS  166 

370.02                6,698,571 

213                     6,700,098 

383                     6,698,678 

6,700,146 

92.8                    6,698,459 

177.4                  6,698,513 

426                     6,698,572 

444.1                  6,700,099 

395                     6,698,679 

6,700,147 

93.2                    6,698,460 

242.6                  6,698,514 

456                     6,698,573 

445.1                  6,700,100 

534                     6,698,680 

296 

6,700,148 

245                     6,698,515 

465.1                  6,698,574 

485                     6,700,101 

6,698,681 

6,700,149 

CLASS  141 

255.2                  6^698^516 

465.4                  6,698,575 

511                     6,700,102 

557                     6,698,682 

6,700,150 

1                         6,698,461 

277                     6,698,517 

469.1                  6,698,576 

605                     6,700,103 

597.8                  6,698,683 

298 

6,700,151 

2                         6,698,462 
4                       6,698,463 

278                     6,698,518 
294                     6,698,519 

502.1                  6,698,577 
550.1                  6,698,578 

635                     6,700,104 
661                     6,700,105 

CLASS  244 

306 
309 

6,700,152 
6,700,153 

9                        6,698,464 

347                     6,698,520 

578                     6,698,579 

725                     6,700,106 

1  N                    6,698,684 

316 

6,700,154 

12                       6,698,465 

369                     6,698,521 

588                     6,698,580 

757                     6,700,107 

23  C                   6,698,685 

321 

6,700,155 

67                       6,698,466 
70                       6,698,467 

CLASS  169 

602                     6,698,581 
844.1                  6,698,582 

CLASS  220 

30                       6,698,686 
57                       6,698.687 

327 
328 

6,700,156 
6,700,157 

86                       6,698,468 

45                       6,698,522 

860.4                  6,698,583 

1.5                      6,698,607 

75  R                   6.698,688 

330 

6,700,158 

91                       6,698,469 

861.1                  6,698,584 

2.1  A                RE.  38,450 

102  R                 6,698,689 

332 

6,700,159 

130                     6,698,470 

CLASS  172 

4.22                    6,698.608 

121                     6.698,690 

338 

6,700,160 

206                     6,698,471 

CLASS  200 

23.87                  6,698.609 

134  B                 6,698,691 

358 

6,700,161 

231                     6,698,472 

4                         6,698,523 
7                         6,698.524 
145                     6,698,525 
371                     6,698,526 
450                     6,698,527 
566                     6,698,528 

50.07                  6,700,081 

62.19                  6,698,610 

134  C              81029,934 

359 

6,700,162 

286                    6,698,473 

50.1                    6,700,082 

374                     6,698,611 

135  R                 6,698,692 

369 

6,700,163 

315                     6,698,474 

51.09                  6,700,083 

493                     6,698,612 

173                     6,698,693 

379 

6,700,164 

325                     6,698,475 
CLASS  144 

252                     6,700,084 
406                     6,700,085 
512                     6,700,086 

562                     6,698,613 
CLASS  221 

CLASS  248 

49                       6,698,694 

390 
393 
395 

6,700,165 
6,700,166 
6,700,167 

145.1                  6,698,476 

CLASS  173 

26                       6,698,614 

95                       6,698,695 

401 

6,700,168 

235                     6,698,477 

CLASS  203 

311                     6,698,615 

96                       6,698,696 

6,700,169 

336                     6,698,478 
366                     6,698,479 

4                         6,698,529 
48                       6,698,530 

1 1                       6,699,369 

CLASS  222 

118.5                  6,698,697 
125.8                  6,698,698 

410 
411 

6,700,170 
6,700,171 

113                     6,698,531 

CLASS  204 

1                        6,698,616 

210                     6,698,699 

415 

6,700,172 

CLASS  148 

206                     6,698,532 

157.3                  6,699,370 

6,698,617 

220.31                6,698,700 

6,700,173 

121                     6,699,332 

213                     6,698,533 

192.15                6,699,371 

92                       6,698,618 

222.12                6,698,701 

419 

6,700,174 

319                     6,699,333 

CLASS  174 

192.16                6,699,372 

94                       6,698,619 

237                     6,698,702 

489 

6,700,175 

320                     6,699,334 

198                     6,699,373 

95                       6,698,620 

311.2                  6.698,703 

530 

6,700,176 

6,699,335 

35  R                   6,700,059 

298.14                6,699,374 

129.1                  6,698,621 

343                     6,698,704 

531 

6,700.177 

403                     6,699,336 

48                       6,700,060 

298.15                6,699,375 

137                     6,698,622 

448                     6,698,705 

618 

6,700,178 

433                     6,699,337 

52.4                    6,700,061 

429                     6,699,376 

153.12                6,698,623 

476                     6,698,706 

627 

6,700,179 

541                     6,699,338 

53                       6,700,062 

453                     6,699,377 

153.14                6,698,624 

CLASS  249 

656 

6,700,180 

67                       6,700,063 

601                     6,699,378 

190                     6,698,625 

659 

6,700,181 

CLASS  152 

69                       6,700,064 

192                     6,698,626 

91                       6,698,707 

666 

6,700,182 

100                     6,698,480 

74  R                   6,700,065 

CLASS  205 

209                     6,698,627 

105                     6,698,708 

6,700,183 

381.6                  6,698,481 

6,700,066 

109                     6,699,379 

491                     6,698,628 

196                     6,698,709 

667 

6,700,184 

417                     6,698,482 

125.1                  6,700,067 

205                     6,699,380 

571                     6,698,629 

216                     6,698,710 

668 

6,700,185 

532                     6,698,483 

250                     6,700,068 
255                     6,700,069 

701                     6,699,381 
777.5                  6,699,382 

CLASS  223 

CLASS  250 

672 
673 

6,700,186 
6,700,187 

CLASS  156 

6,700.070 

781                     6,699,383 

118                     6.698,630 

203.1                  6,700,108 

684 

6,700,188 

39                       6,699,339 
71                     RE.  38,449 

6,700,071 
256                     6,700,072 

792                     6,699,384 

CLASS  224 

6,700,109 
208.1                  6,700,110 

6,700,189 
6,700,190 

83                       6,699,340 

258                     6,700,073 

CLASS  206 

148.4                  6,698,631 

6,700,111 

691 

6,700,191 

89.11                  6,699,341 

260                     6,700,074 

1.7                      6,698,585 

196                     6,698,632 

216                     6,700,112 

692 

6,700,192 

6,699,342 

261                     6,700,075 

308.1                  6,698,586 

264                     6,698,633 

227.12                6,700,113 

693 

6,700,193 

117                     6,699,343 

262                     6,700,076 

6,698,587 

404                     6,698,634 

234                     6,700,114 

707 

6,700,194 

130                     6,699,344 

6,700,077 

315.6                  6,698,588 

413                     6,698,635 

269.3                  6,700,115 

718 

6,700,195 

203                     6,699,345 

6,700,078 

391                     6,698,589 

660                     6,698,636 

282                     6,700,116 

723 

6,700,196 

229                     6,699,346 

268                     6,700,079 

459.1                  6,698,590 

CLASS  225 

287                     6,700,117 

727 

6,700,197 

230                     6,699,347 

716                     6,698,591 

6.700,118 

739 

6,700,198 

242                     6.699,348 

CLASS  175 

96                       6,698,637 

288                     6,700,119 

741 

6,700,199 

244.12                6,699,349 

40                       6,698,534 

CLASS  208 

96.5                    6,698,638 

292                     6,700,120 

758 

6,700,200 

275.5                  6,699,350 

45                       6,698,535 

27                       6,699,385 

CLASS  226 

307                     6,700,121 

6,700,201 

275.7                  6,699,351 

57                       6,698,536 

310                     6,700,122 

762 

6,700,202 

277                     6,699,352 

300                     6,698,537 

CLASS  209 

97.4                    6,698,639 

330                     6,700,123 

774 

6,700,203 

299                     6,699,353 

340                     6,698,538 

143                     6,698,592 

CLASS  227 

351                     6,700,124 

6,700,204 

311              •       6,699,354 

404                     6,698,593 

364                     6,700,125 

776 

6,700,205 

344                     6,699,355 

CLASS  177 

421                     6,698,594 

4                         6,698,640 

370.09                6,700,126 

777 

6,700.206 

345.21                6,699,356 

126                     6,700,080 

67                       6,698.641 

423  F                 6,700,127 

778 

6,700,207 

382                     6,698,484 

CLASS  210 

120                     6,698,642 

432  R                 6,700,128 

779 

6,700,208 

6,698,485 

CLASS  180 

198.2                  6,699,386 

180.1                  6,698,643 

559.29                6,700,129 

790 

6,700,209 

444                     6,698,486 
494                     6,698,487 

68.3                    6,698,539 
181                     6,698,540 
233                     6,698,541 

256                     6,699,387 
497.1                  6,699,388 

CLASS  228 

573                     6,700,130 
586                     6,700,131 

910 

6,700,210 
6,700,211 

496                     6,698,488 
574                     6,698,489 

499                     6,698,595 
600                     6,699,389 

131                     6,698,644 
173.1                  6,698,645 

CLASS  251 

CLASS  261 

403                     6,698,542 

608                     6,699,390 

180.5                  6,698,646 

57                       6,698,711 

35 

6,698.727 

CLASS  160 

194                     6,698,490 

CLASS  181 

632                     6,699,391 
656                     6,699,392 

203                     6,698,647 
215                     6,698,648 

58                       6,698,712 
129.15                6,698,713 

121.1 

6.698,728 

199                     6,698,491 

291                     6,698,543 

668                     6,699,393 

264                     6,698,649 

148                     6,698,714 

CLASS  264 

201                     6,698,492 

174                     6,698,715 

1.23 

6,699,408 

CLASS  182 

CLASS  211 

CLASS  229 

288                     6,698,716 

1.24 

6,699,409 

CLASS  162 

3                         6,698,544 

13.1                    6,698,596 

160.2                  6,698,650 

305                     6,698,717 

4.33 

Bl  375,872 

17                       6,699,357 

48                       6,698,545 

26                       6,698,597 

v~^'M~      1    ^^\^^^     /^ -^ '% 

309                     6,698,718 

29.1 

6,699,410 

65                       6,699,358 

107                     6,698,546 

45                       6,698,598 

CLASS  232 

332                     6,698,719 

29.7 

6,699.411 

1 1 1                     6,699,359 

6,698,547 

51                       6,698,599 

29                       6,698,651 

357                     6,698,720 

6,699,412 

6,699,360 

129                     6,698,548 

70.6                    6,698,600 

40.1 

6,699,413 

123                     6,699,361 

136                     6,698,549 

6,698,601 

CLASS  235 

CLASS  252 

103 

6,699,414 

136                     6,699,362 

166                     6,698,550 

74                       6,698,602 

77                       6,698,652 

79.1                    6,699,402 

139 

6.699,415 

CLASSIFICATION  OF  PATENTS 


PI  185 


142 

172.19 

210.7 

219 

238 

321 

328.4 

340 

401 

408 

426 

434 

630 


6,699,416 
6,699.417 
6.699,418 
6,699,419 
6,699.420 
6,699,421 
6,699,422 
6,699,423 
6,699,424 
6,699,425 
6,699,426 
6,699,427 
6,699,428 
6,699,429 


CLASS  267 

64.28  6,698,729 

6,698,730 

140.12  6,698,731 

140.13  6,698,732 
293  6,698,733 

CLASS  269 

6  6,698,734 

21  6,698,735 

32  6,698,736 

55  6,698,737 

75  6,698,738 

234  6,698,739 

277  6,698,740 

309  6,698,741 

CLASS  270 

52.22  6,698,742 

58.09  6,698,743 

58.12  6,698,744 

6,698.745 

CLASS  271 

9.04  6,698,746 

30.1  6.698,747 

98  6,698,748 

99  6.698,749 
157  6,698.750 
180  6,698.751 
188  6,698,752 
262  6,698.753 
267  6.698,754 

CLASS  273 

139  6.698,755 

149  R  6,698,756 

274  6.698,757 

6,698,758 
292  6,698,759 

429  6,698,760 
443  6,698,761 

CLASS  277 

430  6,698,762 
434  6,698,763 
520  6.698,764 
595  6,698,765 
630        6,698,766 


CLASS  280 


5.511 

11.19 

11.233 

33.991 

47.35 

47.38 

63 

86.757 

87.042 

89.11 

124.157 

210 

276 

279 

415.1 

477 

479.1 

489 

495 

624 

647 

651 

733 

735 

743.2 

748 

770 

808 


6,698.767 
6.698,768 
6.698,769 
6,698,770 
6.698.771 
6.698.772 
6.698.773 
6.698.774 
6.698.775 
6,698,776 
6,698,777 
6,698,778 
6,698,779 
6,698,780 
6,698,781 
6,698.782 
6,698.783 
6.698.784 
6.698,785 
6,698,786 
6,698,787 
6,698.788 
6,698,789 
6,698,790 
6.698,791 
6,698,792 
6,698,793 
6,698.794 
6.698,795 


CLASS  281 

29  6,698.796 

CLASS  283 

63.1  6.698,797 

CLASS  285 

124.1  6.698,798 

139.1  6,698,799 

261  6,698.800 

288.1  6.698.801 

390  6.698,802 

CLASS  290 

36  R  6,700,212 

40  C  6.700,213 


6.700,214 
44  6,700,215 

6,700,216 
53  6,700,217 

55  6,700,218 

CLASS  292 

165  6.698.803 

201  6.698,804 

216  6,698,805 

286  6,698,806 

341.14  6,698,807 

CLASS  293 

102  6,698,808 

133  6,698,809 

CLASS  296 

6,698,810 


3 

20 

24.2 

63 

97.11 

97.2 

97.3 

98 

175 

187.03 

194 

202 

203.02 

203.03 

211 

215 

216.08 


6,698,811 
6.698,812 
6.698.813 
6.698.814 
6.698.815 
6.698.816 
6,698,817 
6,698,818 
6.698.819 
6.698,820 
6,698,821 
6,698,822 
6,698,823 
6,698,824 
6,698,825 
6,698,826 


CLASS  297 


16.2 

54 

188.09 

188.11 

195.11 

217.4 

284.7 

335 

344.1 

354.13 

378.12 

411.32 

440.11 

440.15 

484 


6.698,827 
6,698,828 
6.698.829 
6,698.830 
6,698,831 
6,698,832 
6,698,833 
6,698,834 
6,698,835 
6,698,836 
6,698,837 
6,698.838 
6.698,839 
6.698,840 
6,698,841 


CLASS  298 

23  M  6,698,842 

CLASS  299 

18  6,698,843 

56  6.698,844 

CLASS  301 

5.21  6,698,845 

108.4  6,698,846 

CLASS  303 

3  6,698,847 

20  6,698.848 

22.7  6.698.849 

CLASS  305 

115  6,698,850 


10.1 

10.2 

10.7 

87 

91 

116 

125 

148 


CLASS  307 

6,700,219 
6,700.220 
6,700.221 
6.700.222 
6.700.223 
6.700,224 
6,700,225 
6,700,226 


CLASS  310 

12 

6,700,227 

6.700.228 

6.700,229 

6.700.230 

20 

6.700.231 

23 

6,700,232 

24 

6,700,233 

45 

6,700,234 

52 

6,700,235 

54 

6,700,236 

58 

6.700.237 

6.700.238 

59 

6.700,239 

67  R 

6,700,240 

6,700,241 

68  D 

6,700,243 

68  R 

6,700,242 

75  R 

6.700.244 

6.700.245 

77 

6,700,246 

80 

6,700,247 

6,700,248 

6,700,249 

81 

6,700,250 

6.700.251 

87 

6.700.252 

89 

6.700.253 

6,700.254 

90 

6,700.255 

90.5 
91 


103 
104 
105 

112 

114 

154.08 

156.78 

164 

166 

179 


184 
190 

193 
198 
208 
214 
216 
217 


218 
220 
239 

248 

254 

259 

261 

263 

266 

305 

311 

313  A 

316.03 

320 

321 

323.16 

328 


330 
339 
363 
364 
370 
800 


6.700,256 
6,700,257 
6,700.258 
6.700,259 
6,700,260 
6,700,261 
6,700,262 
6.700,263 
6,700,264 
6,700,265 
6,700,266 
6,700,267 
6,700,268 
6,700,269 
6,700,270 
6,700.271 
6,700,272 
6,700,273 
6.700,274 
6,700,275 
6,700,276 
6,700,277 
6.700,278 
6,700,279 
6,700.280 
6,700.281 
6,700.282 
6.700.283 
6.700,284 
6,700,285 
6,700.286 
6.700.287 
6.700.288 
6.700.289 
6,700,290 
6,700,291 
6,700,292 
6,700,293 
6,700,294 
6,700,295 
6,700,296 
6,700,297 
6.700.298 
6.700.299 
6,700,300 
6,700,301 
6,700,302 
6,700,303 
6,700,304 
6,700,305 
6,700,306 
6,700,307 
6,700,308 
6,700,309 
6,700.310 
6.700,311 
6,700,312 
6,700.313 
6,700,314 


CLASS  312 

108  6,698,851 

223.2  6,698,852 

263  6,698,853 

307  6,698,854 

CLASS  313 

46  6,700,315 

HI  6,700,316 

141  6,700,317 

402  6,700.318 

6.700.319 

6.700,320 

495  6.700,321 

504  6.700,322 

582  6,700,323 

587  6,700,324 

6,700,325 

631  6,700,326 


CLASS  315 


80 

85 

111.21 

169.3 

224 

248 

291 

294 

307 

371 

382 


6,700,327 
6,700.328 
6,700,329 
6,700,330 
6,700,331 
6.700,332 
6,700,333 
6,700,334 
6,700,335 
6,700,336 
6,700,337 


CLASS  318 

114  6,700,338 
254  6,700,339 
364  6.700,340 
432  6.700,341 
6.700,342 
434  6.700.343 
461  6.700.344 
626  6,700.345 
685  6.700.346 
757  6.700,347 
778         6,700,348 

CLASS  320 

104  6,700,349 

119  6,700,350 

125  6,700,351 

130  6,700,352 


29 
36 
44 
99 


211 
268 
280 

282 

313 
316 

317 


CLASS  322 

6,700,353 
6,700,354 
6,700,355 
6,700,356 
6,700,357 

CLASS  323 

6,700,358 
6,700,359 
6,700,360 
6.700,361 
6,700,362 
6,700,363 
6.700.364 
6.700.365 

CLASS  324 

76.78  6,700.366 

165  6,700.367 

210  6.700.368 

212  6.700.369 

230  6.700,370 

252  6,700.371 

307  6,700,372 

309  6,700,373 

312  6.700.374 

314  6.700.375 

318  6.700.376 

6.700.377 

6.700.378 
321  6.700.379 

326  6,700,380 

6,700,381 
415  6,700,382 
429  6,700,383 
434  6,700,384 
457  6,700,385 
503  6,700,386 
525  6.700,387 
537  6,700,388 
546  6,700,389 
600  6,700,390 
662  6,700,391 
674        6,700.392 

6.700.393 
686  6,700.394 
696  6,700,395 
754  6.700,396 
762  6,700,397 
765         6,700,398 

6,700,399 
772  6,700,400 

CLASS  326 

27  6,700.401 

37  6.700.402 

6,700,403 
39  RE.  38,451 

41  6,700,404 

53  6,700,405 
59  6,700,406 
81  6,700,407 
86  6,700,408 

93  6,700,409 
6,700,410 

113  6,700.411 

119  6.700,412 

127  6,700,413 

CLASS  327 

3  6,700,414 

54  6,700,415 
74  6,700,416 

94  6,700.417 
108  6,700.418 

6.700.419 

141  6,700.420 

159  6,700.421 

170  6,700,422 

172  6.700.423 

206  6,700,424 

291  6.700,425 

306  6,700,426 

309  6,700,427 

312  6,700,428 

333  6,700,429 

374  6,700,430 

404  6,700,431 

419  6,700.432 

427  6.700.433 

534  6,700,434 

536  6,700,435 

6,700,436 

544  6,700,437 

562  6,700,438 

CLASS  330 

9  6,700,439 

51  6,700.440 

52  6,700.441 
124  R  6,700,442 
149  6,700,443 
295  6,700,444 
303  6,700,445 

CLASS  331 

1  A  6,700,446 

10  6,700,447 
68  6,700,448 
107  A  6,700,449 
117  FE  6,700.451 


117  R 
177  R 


6,700,450 
6,700.452 


CLASS  332 

103 

6.700.453 

CLASS  333 

1 

6.700.454 

12 

6,700.455 

26 

6,700.456 

33 

6.700,457 

34 

6,700,458 

99  S 

6,700,459 

195 

6,700,460 

202 

6,700,461 

204 

6,700,462 

238 

6,700,463 

260 

6,700,464 

CLASS  335 

78 

6,700,465 

132 

6,700.466 

172 

6.700,467 

299 

6,700,468 

301 

6,700,469 

CLASS  336 

96  6,700.470 

174  6,700,471 

200  6,700,472 

CLASS  338 

42  6.700,473 

309  6,700,474 


CLASS  340 


5.61 

5.62 

286.01 

309.16 

426.14 

445 

463 

500 

506 

531 

541 

568.1 

572.3 
572.4 
572.7 
573.1 

573.3 

577 

578 

584 

635 

686.1 

686.6 

687 

815.45 

870.01 

901 

988 

994 


6,700,475 
6,700,476 
6,700,477 
6.700.478 
6.700.479 
6.700.480 
6,700.481 
6,700.482 
6,700,483 
6,700,484 
6,700,485 
6,700,486 
6,700,487 
6,700,488 
6,700,489 
6,700,490 
6,700,491 
6,700,492 
6,700,493 
6,700,494 
6,700,495 
6.700,496 
6.700.497 
6.700.498 
6.700.499 
6.700.500 
6,700,501 
6,700,502 
6,700,503 
6,700,504 
6,700,505 
6,700,506 
6,700,507 


CLASS  341 

27  6,700.508 

59  6.700.509 

6.700.510 
69  6.700.5 1 1 

87  6,700.512 

107  6.700.513 

118  6,700.514 

120  6.700.515 

122  6,700.516 

137  6.700.517 

143  6,700.518 
6.700.519 
6,700,520 

144  6,700,521 
155  6,700,522 
161                     6,700,523 

6,700,524 


1 

22 

25 

28 

70 

124 

165 

175 

357.07 

357.1 

387 

417 

418 

458 


CLASS  342 

6,700,525 


6,700,526 
6.700,527 
6,700,528 
6.700,529 
6,700,530 
6,700,53 1 
6,700,532 
6,700,533 
6,700,534 
6,700,535 
6,700,536 
6,700,537 
6,700,538 


CLASS  343 

700  MS  6,700,539 

6,700,540 
6,700,541 
6,700,542 
6,700,543 

701  6,700,544 


702 

728 

743 

771 

772 

792.5 

895 


6,700,545 
6,700,546 
6,700,547 
6,700,548 
6,700,549 
6.700.550 
6.700,55 1 


CLASS  345 


7 

31 

75.2 

76 

84 

87 


97 
98 
156 

172 
173 
179 
204 
212 
213 

419 

422 
423 
440 
441 
472 
473 
506 

519 

531 

581 
582 
588 
600 
629 
660 
744 
762 
771 


8 
9 

12 


17 

22 

29 

43 
54 
63 
85 

86 


95 
100 

103 
104 
105 

116 
133 
134 
234 
238 
239 
256 


6.700,552 
6,700,553 
6.700.554 
6,700.555 
6.700.556 
6.700,557 
6,700,558 
6,700,559 
6,700,560 
6,700,561 
6,700,562 
6,700,563 
6,700,564 
6,700,565 
6,700,566 
6,700,567 
6,700,568 
6,700,569 
6,700,570 
6,700.571 
6.700.572 
6,700.573 
6.700,574 
6.700,575 
6,700,576 
6,700,577 
6,700,578 
6,700,579 
6,700,580 
6,700,581 
6.700,582 
6,700,583 
6,700,584 
6,700,585 
6,700.586 
6,700.587 
6,700,588 
6,700,589 
6,700,590 
6,700,591 
6,700,592 


CLASS  346 

19  6,700,593 


CLASS  347 


6,698,855 
6.698,856 
6,698,857 
6,698,858 
6,698,859 
6,698,860 
6.698.861 
6,698.862 
6,698.863 
6.698.864 
6.698.865 
6,698.866 
6,698,867 
6,698,868 
6,698,869 
6,698,870 
6,698,871 
6,698,872 
6,698,873 
6,698,874 
6,698,875 
6,698,876 
6,698,877 
6.698,878 
6,698,879 
6.698,880 
6,700,594 
6,700,595 
6,700,596 
6,700,597 
6,700,598 
6,700,599 
6,700,600 


CLASS  348 


14.12 

61 

126 

207.99 

211.13 

218.1 

230.1 

243 

296 
300 
333.11 
342 

345 

350 
351 
354 
370 
373 
375 
448 


6,700,601 
6,700,602 
6,700,603 
6,700.604 
6.700,605 
6,700,606 
6,700,607 
6,700.608 
6.700,609 
6,700.610 
6.700.611 
6.700.612 
6,700,613 
6,700,614 
6,700.615 
6,700,616 
6,700,617 
6,700,618 
6,700,619 
6.7(X),620 
6,7(X),621 
6,700,622 
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6,700,623 

6,700,697 

CLASS  362 

365                     6,700.886 

6,700,978 

6,701,061 

555 

6,700,624 

347 

6,700,698 

26                       6,698,907 

389                     6,700,887 

406.09                6,700,979 

94 

6,701,062 

588 

6,700,625 

359 

6,700,699 

328                     6!698!908 

392                     6,700,888 

g-^t     A  CO    -^o-f 

95 

6,701,063 

627 

6,700,626 

361 

6,700,700 

339                     6,698,909 

6,700,889 

CLASS  381 

6,701,064 

674 

6,700,627 

443 

6,700,701 

352                     6,698,910 

395.31                6,700,890 

17 

6,700,980 

109 

6,701,065 

687 

6,700,628 

6,700,702 

464                     6,698,911 

401                     6,700,891 

74 

6,700,981 

735 

6,700,629 

457 

6,700,703 

516                     6,698,912 

403                     6,700,892 

312 

6,700,982 

CLASS  392 

rf~^'W       A    t~%d~\      **   j4d\ 

484 

6,700,704 

548                     6.698,913 

412                     6,700,893 

322 

6,700,983 

386 

6,701,066 

CLASS  349 

516 

6,698,903 

549                     6^698^914 

6,700,894 

338 

6,700,984 

394 

6,701,067 

15 

6,700,630 

569 

6,700,705 

6,700,895 

356 

6,700,985 

480 

6,701,068 

45 

6,700,631 

577 

6,700,706 

CLASS  363 

427                     6,700.896 

357 

6,700.986 

490 

6,701,069 

65 

6,700,632 

599 

6,700,707 

21.12                  6.700.801 
37                       6.700.802 

428                     6,700,897 

398 

6,700,987 

^~1W        A     rf^  *~»       '^£^  ^ 

6,700,633 

613 

6,698,904 

442                     6,700,898 

404 

6,700,988 

CLASS  396 

6,700,634 

618 

6,700,708 

41                       6,700,803 

450                     6,700,899 

^~^'W       A    C^C*      -^tlt^ 

6 

6,701,070 

139 

6,700,635 

641 

6,700,709 

51                       6,700^804 

465                     6,700,900 

CLASS  382 

55 

6,701,071 

6,700,636 

661 

6.700,710 

67                       6,700,805 

466                     6,700,901 

100 

6,700,989 

72 

6,701,072 

158 

6,700,637 

725 

6,700,711 

89                       6,700,806 

468                     6,700,902 

6,700,990 

76 

6,701,073 

161 

6,700,638 

742 

6,700,712 

95                       6,700,807 

503                     6,700,903 

6,700,991 

101 

6,701,074 

200 

6,700,639 

6,700,713 

142                     6,700,808 

CLASS  372 

6,700,992 

6,701,075 

^^«      *    <^  <~^     "^  ^ -■ 

818 

6,700,714 

6,700,993 

144 

6,701,076 

CLASS  351 

824 

6,700,715 

CLASS  365 

20                       6,700,904 

6,700,994 

176 

6,701,077 

47 

6,698,881 

834 

6,700,716 

49                       6,700,809 

21                       6,700,905 

6,700,995 

257 

6,701,078 

128 

6,698,882 

872 

6,698,905 

6,700,810 

22                       6,700,906 

107 

6,700,996 

310 

6,701,079 

162 

6,698,883 

875 

6,698,906 

145                     6,700,811 

26                       6,700,907 

112 

6,700,997 

319 

6,701,080 

169 

6,698,884 

896 

6,700,717 

6,700,812 

38                       6,700,908 

117 

6,700,998 

329 

6,701,081 

206 

6,698,885 

158                     6,700,813 
6,700,814 

38.01                  6,700,909 

118 

6,700,999 

373 

6,701,082 

219 

6,698,886 

CLASS  360 

43                       6,700,910 

131 

6,701,000 

421 

6,698,942 

221 

6,698,887 

31 

6,700,718 

185.03                6,700,815 

6,700,911 

141 

6,701,001 

427 

6,698,943 

233 

6,698,888 

46 

6,700,719 

185.07                6,700,816 

6,700,912 

145 

6,701,002 

536 

6,701,083 

246 

6,698,889 

6,700,720 

185.09                6,700,817 

6,700,913 

147 

6,701.003 

538 

6,701,084 

CLASS  352 

6,700,721 

185.19                6,700,818 

45                       6,700,914 

149 

6,701,004 

603 

RE.  38,447 

51 

6,700,722 

185.21                6,700,819 

57                       6,700,915 

154 

6.701.005 

611 

6,698,944 

40 

6,700,640 

53 

6,700,723 

185.22                6,700,820 

6.700,916 

6.701.006 

612 

6,698,945 

7 

CLASS  353 

6,698,890 

69 

71 

75 

6,700,724 
6,700,725 
6,700,726 

189.01                 6,700,821 

189.05                6,700,822 

6.700,823 

222                     6.700.917 
CLASS  373 

162 
164 

6.701,007 
6,701.008 
6,701,009 

6,698,946 
CLASS  398 

20 

6,698,891 

6,700,727 

189.09                6,700,824 

109                     6.700.918 

165 

6,701,010 

4 

6,701.085 

29 

6,698,892 

6,700,728 

221                     6.700,825 

CLASS  374 

167 

6,701,011 

30 

6.701.086 

31 

6,698,893 

76 

6,700,729 

222                     6,700,826 

173 

6,701,012 

38 

6.701.087 

6,698,894 

77.04 

6,700,730 

6,700.827 

45                       6,698,919 

175 

6,701,013 

51 

6.701.088 

6,698,895 

77.08 

6,700,731 

6.700,828 

130                     6,698,920 

199 

6,701,014 

79 

6.701,089 

33 

6,698,896 

77.12 

6,700,732 

226                     6,700,829 

169                     6,698,921 

6,701,015 

6,701,090 

42 

6,698,897 

90 

6,700,733 

6,700,830 

208                     6,698,922 

209 

6,701,016 

107 

6,701,091 

52 

6,698,898 

92 

6.700,734 

230.03                6,700,831 

6.698,923 

232 

6.701,017 

128 

6,701,092 

61 

6,698,899 

97.02 

6,700,735 

6,701,018 

156 

6,701,093 

79 

6,698,900 

97.03 

6,700,736 

CLASS  366 

CLASS  375 

239 

6,701,019 

182 

6,701,094 

94 

6,698,901 

126 

6,700,737 

182.2                  6,698,915 

130                    6,700,919 

6,701,020 

CLASS  399 

99 

6,698,902 

6,700,738 

264                     6,698,916 

132                     6,700,920 

253 

6,701,021 

6,700,739 

336                     6,698,917 

141                     6,700,921 

6,701,022 

9 

6,701,095 

CLASS  355 

6,700,740 

147                     6,700.922 

254 

6,701,023 

12 

6,701,096 

30 

6,700,641 

133 

6,700,741 

CLASS  367 

148                     6,700.923 

260 

6,701,024 

27 

6,701,097 

53 

6,700,642 

134 

6,700,742 

1 1                       6,700,832 

6.700,924 

261 

6,701,025 

45 

6,701,098 

6,700,643 

137 

6,700,743 

88                       6,700,833 

150                     6,700,925 

274 

6,701,026 

6,701,099 

6,700,644 

244.2 

6,700,744 

90                       6,700,834 

221                     6,700,926 

275 

6,701,027 

66 

6,701,100 

67 

6,700,645 

244.3 

6,700,745 

131                     6,700,835 

222                     6,700,927 

279 

6,701,028 

6,701,101 

69 

6,700,646 

245.4 

6,700,746 

6,700,928 

280 

6,701,029 

69 

6,701,102 

71 

6,700,647 

245.9 

6,700,747 

CLASS  368 

224                     6,700,929 

284 

6,701,030 

88 

6,701,103 

77 

6,700,648 

6,700,748 

76                       6,700,836 

229                     6.700.930 

rf^T     A  C*0     -^O-^ 

92 

6,701,104 

6,700,649 

294.4 

6,700,749 

324                     6.698.918 

239                     6,700.931 

CLASS  383 

100 

6,701,105 

91 

6,700,650 

314 

6,700,750 

240.12                6.700,932 

63 

6,698,925 

103 

6,701,106 

316 

6,700,751 

CLASS  369 

240.16                6,700,933 

64 

6,698,926 

111 

6,701,107 

CLASS  356 

317 

6,700,752 

13.09                  6,700,837 

6,700,934 

127 

6,698,927 

130 

6,701,108 

3.14 

6,700,651 

324.1 

6,700,753 

13.13                  6,700,838 

6,700,935 

205 

6.698,928 

167 

6,701,109 

28 

6,700,652 

6,700,754 

30.08                  6,700,839 

260                     6,700,936 

226 

6,701,110 

36 

6,700,653 

324.11 

6,700,755 

44.23                  6,700,840 

262                     6,700,937 

CLASS  384 

239 

6,701,111 

73.1 

6,700,654 

324.12 

6,700,756 

44.29                  6,700,841 

265                     6,700,938 

103 

6,698,929 

262 

6,701,112 

6,700,655 

6,700,757 

44.41                  6,700,842 

295                     6,700,939 

106 

6,698,930 

263 

6,701,113 

138 

6,700,656 

6,700,758 

47.1                    6,700,843 

326                     6,700,940 

107 

6,698,931 

267 

6,701,114 

236 

6,700,657 

324.2 

6,700,759 

53.14                  6,700,844 

327                     6,700,941 

275 

6,698,932 

281 

6,701,115 

237.1 

6,700,658 

6,700,760 

53.22                  6,700,845 

354                     6,700,942 

420 

6,698,933 

298 

6,701,116 

237.5 

6,700,659 

327 

6,700,761 

6,700,846 

6,700,943 

462 

6,698,934 

301 

6,701,117 

318 

6,700,660 

53.34                  6,700,847 

376                     6,700,944 

488 

6,698,935 

315 

6,701,118 

326 

6,700,661 

CLASS  361 

59.17                  6,700,848 

6,700,945 

504 

6,698,936 

316 

6,701,119 

336 
369 

6,700,662 
6,700,663 

56 

6,700,762 
6,700,763 

59.25                  6,700,849 
75.2                    6,700,850 

CLASS  377 

CLASS  385 

330 
333 

6,701,120 
6,701,121 

419 

6,700,664 

91.1 

6,700,764 

77.2                    6,700,851 

44                       6,700,946 

7 

6,701,031 

349 

6,701,122 

500 

6,700,665 

6,700,765 

100                     6,700,852 

12 

6,701,032 

350 

6,701,123 

502 

6,700,666 

93.1 

6,700,766 

101                     6,700,853 

CLASS  378 

16 

6,701,033 

370 

6,701,124 

509 

6,700,667 

103 

6,700,767 

112.16                6,700,854 

15                       6,700,947 

6,701,034 

CLASS  400 

601 

6,700,668 

6,700,768 

112.21                 6,700,855 

19                       6,700,948 

6,701,035 

603 

6,700,669 

119 

6,700,769 

112.23                6,700,856 

6,700,949 

18 

6,701.036 

48 

6,698,947 

625 

6,700,670 

6,700,770 

116                     6,700,857 

34                       6,700,950 

6,701.037 

61 

6,698,948 

638 

6,700,671 

311 

6,700,771 

124.02                6,700,858 

44                       6.700.951 

6,701,038 

6,698,949 

321.2 

6,700,772 

223                     6,700,859 

84                     6,700.952 

22 

6,701,039 

63 

6,698,950 

CLASS  358 

680 

6,700,773 

253                     6,700,860 

200                     6.698.924 

34 

6,701,040 

74 

6,698,951 

1.1 

6,700,672 

6,700,774 

275.3                  6,700,861 

6,701,041 

88 

6,698,952 

1.12 

6,700,673 

6,700,775 

275.4                  6,700,862 

CLASS  379 

37 

6,701,042 

103 

6,698,953 

1.15 

6,700,674 

683 

6,700,776 

291                     6,700,863 

88.01                  6,700,953 

6,701,043 

124.01               o,oy8,y54 

6,700,675 

685 

6,700,777 

88.13                  6,700,954 

6.701,044 

124.02                6,698,955 

6,700,676 

690 

6,700,778 

CLASS  370 

90.01                  6,700,955 

6,701,045 

124.23                6,698,956 

6,700,677 

695 

6,700,779 

208                     6,700,864 

93.09                  6,700,956 

43 

6,701,046 

472 

t),0V8,y3  / 

6,700,678 

6,700,780 

6,700,865 

6.700.957 

53 

6.698,937 

613 

6.698.958 

1.9 

6,700,679 

697 

6,700,781 

6,700,866 

93.31                  6,700,958 

77 

6,698,938 

6.698.959 

3.03 

6,700,680 

704 

6,700,782 

216                     6,700,867 

100.01                6,700,959 

78 

6,698,939 

CLASS  401 

405 

6,700,681 

6,700,783 

217                     6,700,868 

112.01                 6,700,960 

92 

6,698,940 

451 

6,700,682 

715 

6.700,784 

230                     6,700,869 

114.2                  6,700,961 

6,698,941 

195 

6.698.960 

461 

6,700,683 

726 

6,700,785 

6,700,870 

126                     6,700,962 

102 

6,701,047 

289 

6.698.961 

474 
487 

6,700,684 
6,700,685 

729 

6,700,786 
6,700,787 

235                     6,700,871 
241                     6,700,872 

188  6,700,963 

189  6,700,964 

122 

6,701,048 
6,701,049 

CLASS  403 

737 

6,700,788 

241.1                  6,700,873 

201.02                6,700,965 

123 

6,701,050 

109.4 

6.698.962 

CLASS  359 

748 

6,700,789 

248                     6,700,874 

201.06                6,700,966 

6,701,051 

130 

6.698.963 

11 

6,700,686 

6,700,790 

252                     6,700,875 

201.1                  6,700,967 

126 

6,701,052 

218 

6.698.964 

212 

6,700,687 

759 

6,700,791 

6,700,876 

207.02                6,700,968 

127 

6,701,053 

287 

6.698.965 

223 

6,700,688 

761 

6,700,792 

254                     6,700,877 

211.01                6,700,969 

128 

6,701,054 

321 

6.698.966 

6,700,689 

777 

6,700,793 

329                     6,700,878 

225                     6.700.970 

134 

6,701,055 

325 

6.698.967 

230 

6,700,690 

782 

6,700,794 

332                     6,700,879 

265.06                6.700,971 

137 

6,701,056 

337 

6,698,968 

254 

6,700,691 

784 

6,700,795 

334                     6,700,880 

265.13                6,700,972 

147 

6,701,057 

373 

6,698,969 

265 

6,700,692 

792 

6,700,796 

335                     6,700,881 

283                     6,700,973 

rf*^T      A  CC     "^O^ 

6,698.970 

6,700,693 

797 

6,700,797 

337                     6,700,882 

399.01                6,700,974 

CLASS  386 

403 

6.698,971 

281 

6,700,694 

804 

6,700,798 

351                     6,700,883 

6,700,975 

46 

6,701,058 

CLASS  404 

296 

6,700,695 

818 

6,700,799 

352                     6,700,884 

406.01                6,700,976 

6,701.059 

341.32                6,700,696    1 

825 

6,700,800 

356                     6,700,885 

406.08                6,700,977 

6,701,060 

16 

6,698,972 
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26                      6.698,973 

45 

6,699,459 

95 

6,699,560 

159 

6,699,039 

243 

6,699,750 

153 

6.699,091 

117                     6,698,974 

59 

6,699,460 

116 

6,699,561 

217.1 

6,699,040 

253 

6.699,751 

6,699,092 

6,699,461 

6,699.562 

255 

6.699,752 

175 

6,699,093 

CLASS  405 

6,699,462 

136 

6.699.563 

CLASS  434 

257 

6,699,753 

6,699,094 

43                       6,698,975 

60 

6,699,463 

138 

6,699.564 

16 

6,699,041 

6,699.754 

222 

6,699,095 

53                       6,698,976 

62 

6,699,464 

156 

6,699,565 

150 

6,699,042 

258 

6,699,755 

275 

6,699,096 

118                     6,698,977 

78.08 

6,699,465 

166 

6,699,566 

236 

6,699,043 

259 

6.699,756 

297 

6,699,097 

148                    6,698,978 

85.2 

6,699,466 

172 

6,699,567 

246 

6.699.044 

262 

6,699,757 

298 

6,699,098 

180                    6,698,979 

6,699,467 

6,699,568 

262 

6,699.045 

275 

6,699,758 

320 

6,699.099 

259.5                  6,698,980 

93.2 

6,699,468 

195 

6,699,569 

350 

6.701.125 

6,699,759 

369 

6,699,100 

93.4 

6,699,469 

199 

6,699.570 

285 

6,699,760 

CLASS  408 

93.7 

6,699,470 

210 

6.699.571 

CLASS  435 

289 

6,699,761 

CLASS  451 

59                      6.698,981 

6,699,47 1 

216 

6,699.572 

4 

6,699,654 

294 

6,699,762 

5 

6,699,101 

133.1 

6,699,472 

221 

6,699,573 

6,699,655 

303 

6,699,763 

8 

6,699,102 

CLASS  409 

135.1 

6,699,473 

6,699,574 

5 

6,699,656 

305 

6.699.764 

9 

6,699,103 

168                     6,698,982 

175.1 

6,699,474 

292.4 

6,699,575 

6,699.657 

312 

6,699.765 

28 

6,699,104 

199.1 

6,699.475 

294.7 

6,699,576 

6 

6,699,658 

381 

6,699.766 

56 

6,699,105 

CLASS  410 

6,699,476 

323 

6,699,577 

6,699,659 

396 

6,699.767 

6,699,106 

23                      6,698.983 

204.1 

6,699,477 

6,699,578 

6,699,660 

6,699.768 

72 

6,699,107 

151                     6,698,984 

211.1 

6,699,478 

328 

6,699,579 

6,699,661 

399 

6.699.769 

87 

6,699,108 

214.1 

6,699,479 

329 

6,699,580 

6,699,662 

406 

6,699.770 

92 

6,699,109 

CLASS  411 

226.1 

6,699,480 

364 

6,699,581 

6,699,663 

420 

6,699,771 

242 

6,699,110 

261                     6,698.985 

231.1 

6,699,481 

370 

6,699,582 

6,699,664 

424 

6,699,772 

344 

6,699,111 

301                     6,698,986 

234.1 

6,699,482 

375 

6,699,583 

6,699.665 

6,699,773 

357 

6,699,112 

387.6                  6.698,987 

277.1 

6.699,483 

402 

6,699,584 

6,699,666 

460 

6,699.774 

408 

6,699,113 

400 

6,699,484 

432 

6,699,585 

6,699,667 

514 

6,699,775 

451 

6,699,114 

CLASS  412 

401 

6,699,485 

447 

6,699,586 

6,699.668 

585 

6,699,776 

527 

6.699.115 

33                       6,698,988 

6,699,486 

593 

6,699,587 

6,699.669 

592 

6,699,777 

^~\W        A     f^f^        A^^^ 

6,699,487 

611 

6,699,588 

6,699.670 

604 

6,699,778 

CLASS  452 

CLASS  414 

6,699,488 

614 

6.699,589 

7.1 

6.699.671 

607 

6,699,779 

140 

6.699.116 

137                    6,698,989 

405 

6,699,489 

629 

6,699,590 

6.699,672 

612 

6,699,780 

198 

6.699.117 

139.9                  6,698,990 

422 

6,699,490 

641 

6,699,591 

6,699,673 

6,699,781 

^^V       A    f^e^       A  ^  A 

217                    6,698,991 

423 

6,699,491 

659 

6,699,592 

6,699,674 

614 

6,699,782 

CLASS  454 

217.1                  6,698,992 

427 

6,699,492 

670 

6,699.593 

6,699,675 

633 

6,699,783 

20 

6.699.118 

332                    6,698,993 

428 

6,699.493 

690 

6.699.594 

7.21 

6.699,676 

637 

6,699,784 

61 

6,699,119 

462                    6,698,994 

434 

6,699.494 

6.699.595 

7.24 

6,699,677 

639 

6,699,785 

239 

6,699,120 

6,698,995 

6.699,495 

6.699,596 

7.32 

6,699,678 

655 

6,699,786 

^"^V      A    e~*f^       A^^ 

471                     6,698,996 

439 

6,699,496 

6.699.597 

6,699,679 

667 

6,699,787 

CLASS  455 

502                    6,698,997 

448 

6,699,497 

6.699.598 

13 

6,699,680 

679 

6,699,788 

13.1 

6,701,126 

537                     6,698,998 

449 

6,699,498 

6,699,599 

18 

6,699,681 

6,699,789 

13.2 

6,701,127 

676                    6,698,999 

450 

6,699,499 

692 

6,699.600 

6,699,682 

688 

6,699,790 

63.1 

6,701,128 

722                    6,699,000 

457 

6,699,500 

694  TS 

6,699,601 

23 

6,699,683 

692 

6,699,791 

67.11 

6,701.129 

723                     6,699,001 

463 

6,699,501 

6,699,602 

29 

6,699,684 

696 

6,699,792 

6.701.130 

728                     6,699,002 

484 

6,699.502 

696 

6,699,603 

30 

6,699,685 

6,699,793 

6.701,131 

744.5                  6,699,003 

486 

6,699.503 

698 

6,699,604 

69.1 

6.699.686 

700 

6,699,794 

67.6 

6,701.132 

757                    6,699,004 

6.699.504 

701 

6,699,605 

6,699.687 

717 

6,699,795 

71 

6,701,133 

788.3                  6,699,005 

6.699.505 

6,699,606 

6,699,688 

769 

6,699,796 

102 

6,701,134 

801                     6,699,006 

489 

6.699,506 

702 

6,699,607 

6,699,689 

778 

6,699,797 

103 

6,701,135 

6,699,007 

6,699,507 

6,699,690 

780 

6,699.798 

115.1 

6,701,136 

497 

6,699,508 

CLASS  429 

6,699,691 

781 

6,699,799 

121 

6,701,137 

CLASS  415 

618 

6,699,509 

13 

6,699,608 

69.4 

6,699,692 

947 

6.699.800 

127 

6,701,138 

58.4                    6,699,008 

665 

6,699,510 

19 

6,699,609 

91.2 

6,699,693 

^~^T       A    f^£^       A'^M^ 

131 

6,701,139 

90                      6,699,009 

725 

6,699,511 

22 

6,699,610 

101 

6,699,694 

CLASS  439 

260 

6,701,140 

164                    6,699,010 

730 

6,699,512 

24 

6.699.611 

129 

6,699,695 

70 

6,699,046 

273 

6,701,141 

173.1                  6,699,011 

769 

6,699,513 

26 

6.699,612 

161 

6.699.696 

71 

6,699,047 

315 

6,701,142 

202                    6,699,012 

35 

6.699,613 

173.4 

6,699,697 

74 

6,699,048 

414.2 

6,701,143 

CLASS  416 

CLASS  425 

39 

6,699,614 

173.6 

6,699,698 

79 

6,699,049 

417 

6,701,144 

88 

6,699,026 

68 

6,699,615 

193 

6,699,699 

148 

6,699,050 

6,701,145 

1                         6,699,013 

116 

6,699,027 

98 

6,699.616 

227 

6,699,700 

157 

6.699.051 

423 

6,701,146 

5                        6,699,014 

125 

6,699,028 

218.2 

6,699.617 

235.1 

6,699,701 

172 

6.699,052 

433 

6,701,147 

96  A                   6,699,015 

224 

6.699,618 

252.3 

6,699,702 

218 

6,699,053 

436 

6,701,148 

235                     6,699,016 

CLASS  426 

231.95 

6.699,619 

6,699,703 

248 

6,699,054 

6,701,149 

CLASS  417 

2 

6,699,514 

245 

6.699.620 

6,699,704 

342 

6,699,055 

439 

6,701,150 

11 

6,699,515 

303 

6.699.621 

6,699,705 

6,699,056 

452.1 

6,701,151 

222.2                  6,699,017 

16 

6,699,516 

6.699,622 

259 

6,699,706 

6.699.057 

453 

6.701.152 

322                     6,699,018 

46 

6,699.517 

306 

6,699,623 

262 

6,699,707 

346 

6.699.058 

456.1 

6,701,153 

334                    6,699,019 

430 

6,699,518 

6,699,708 

352 

6.699.059 

6,701,154 

354                    6.699,020 

438 

6,699,519 

CLASS  430 

262.5 

6,699,709 

373 

6.699.060 

515 

6,701,155 

379                    6,699,021 

641 

6,699,520 

5 

6,699,624 

283.1 

6,699,710 

377 

6,699,061 

521 

6,701,156 

CLASS  418 

6,699,625 

6,699,711 

416 

6,699,062 

522 

6,701,157 

CLASS  427           1 

6,699,626 

285.2 

6,699,712 

451 

6,699,063 

528 

6,701,158 

5                        6,699,022 

100 

6,699.521 

22 

6,699.627 

287.2 

6,699,713 

456 

6,699.064 

550 

6,701,159 

9                        6,699,023 

201 

6.699.522 

6.699.628 

325 

6,699.714 

490 

6.699.065 

550.1 

6,701,160 

61.3                    6,699,024 

215 

6.699.523 

6.699.629 

328 

6.699,715 

495 

6,699.066 

556.1 

6,701,161 

150                    6,699,025 

248.1 

6.699.524 

30 

6.699.630 

375 

6,699.716 

516 

6,699,067 

6,701,162 

^~^V       A    f*C^       A  ■*  tfX 

249.1 

6,699.525 

56 

6.699.631 

541.5 

6,699,068 

561 

6,701,163 

CLASS  419 

249.19 

6.699,526 

110.3 

6,699.632 

CLASS  436 

570 

6,699,069 

562.1 

6,701,164 

3                        6,699,430 

407.1 

6,699,527 

120 

6.699.633 

39 

6.699.717 

574 

6,699,070 

6,701,165 

5                        6,699,431 

421 

6,699,528 

200 

6.699.634 

69 

6.699.718 

607 

6,699.071 

575.3 

6.701.166 

^^w       *    <~l<~^        M /^ /^ 

427 

6,699,529 

270.1 

6,699.635 

71 

6.699.719 

608 

6,699,072 

575.7 

6.701.167 

CLASS  422 

535 

6,699,530 

6,699,636 

91 

6,699,720 

6,699.073 

CLASS  460 

5                        6,699,432 

6,699,531 

270.13 

6,699,637 

176 

6,699,721 

6,699,074 

32                      6,699,433 

273.1 

6,699,638 

518 

6,699,722 

610 

6,699,075 

112 

6.699.121 

33                       6,699,434 

CLASS  428           1 

296 

6,699,639 

6,699,723 

620 

6,699,076 

^~^W        A     ^^r^        A  ^ ''^ 

40                      6,699,435 

1.1 

6,699,532 

302 

6.699.640 

525 

6,699,724 

676 

6,699,077 

CLASS  463 

68.1                    6,699,436 

1.2 

6,699,533 

312 

6.699.641 

693 

6,699,078 

20 

6.699,122 

102                    6,699,437 

1.26 

6,699.534 

313 

6.699.642 

CLASS  438 

752 

6,699,079 

31 

6,699,123 

143                     6,699,438 

15 

6.699.535 

315 

6,699,643 

3 

6.699.725 

876 

6,699,080 

42 

6,699,124 

159                    6,699,439 

32.28 

6.699.536 

322 

6,699,644 

6.699.726 

CLASS  440 

6.699,125 

177                    6,699,440 

32.29 

6.699.537 

326 

6,699,645 

17 

6,699.727 

6,699,126 

186.07                6,699,441 

6.699.538 

6,699,646 

39 

6.699.728 

1 

6,699,081 

43 

6,699,127 

186.3                  6,699,442 

34.1 

6,699,539 

350 

6,699,647 

70 

6.699,729 

63 

6,699,082 

46 

6,699,128 

220                    6,699,443 

6,699,540 

6,699,648 

107 

6,699,730 

77 

6,699,083 

236                    6,699,444 

34.3 

6,699,541 

351 

6,699,649 

108 

6.699.731 

83 

6,699,084 

CLASS  464 

257                     6,699.445 

34.8 

6,699,542 

384 

6,699,650 

6.699.732 

87 

6,699,085 

17 

6,699,129 

CLASS  423 

35.7 

6,699,543 

513 

6,699,651 

110 

6.699,733 

88  C 

6.699.086 

6,699,130 

6,699,544 

558 

6,699,652 

111 

6,699,734 

6.699,087 

67 

6,699,131 

82                      6,699,446 

6,699,545 

619 

6,699,653 

113 

6,699,735 

111 

6,699,088 

68 

6,699.132 

184                    6,699,447 

6,699,546 

118 

6,699,736 

99 

6,699,133 

239.1                  6,699,448 

6.699.547 

CLASS  431             1 

119 

6,699,737 

CLASS  442 

111 

6,699.134 

263                    6,699,449 

36.3 

6,699,548 

10 

6,699,029 

149 

6,699,738 

2 

6.699,801 

291                     6,699,450 

36.7 

6,699,549 

6.699.030 

156 

6,699,739 

6,699,802 

CLASS  472 

328.1                  6.699,451 

36.91 

6,699,550 

6.699.031 

197 

6,699,740 

6.699.803 

49 

6,699,135 

387                    6.699,452 

40.1 

6,699,551 

202 

6.699,032 

6,699,741 

149 

6,699.804 

419.1                  6,699,453 

43 

6,699,552 

255 

6,699,033 

206 

6,699,742 

191 

6.699.805 

CLASS  473 

447.2                   6,699,454 

48 

6,699.553 

288 

6,699,034 

216 

6,699,743 

340 

6.699.806 

44 

6,699,136 

485                     6,699,455 

58 

6.699,554 

346 

6,699,035 

218 

6,699,744 

169 

6,699,137 

594.15                6,699,456 

60 

6,699,555 

354 

6,699,036 

238 

6,699,745 

CLASS  445 

221 

6,699,138 

648.1                  6,699,457 

64.1 

6,699,556 

239 

6,699,746 

7 

6.699.089 

242 

6,699,139 

64.4 

6,699,557 

CLASS  4JJ           1 

240 

6,699,747 

252 

6,699,140 

CLASS  424 

73 

6,699,558 

24 

6,699,037 

6,699,748 

CLASS  446 

257 

6,699,141 

9.1                      6,699,458 

6,699,559 

80 

6,699,038 

6,699,749 

73 

6,699.090 

340 

6,699,142 

PI  188 


CLASSIHCATION  OF  PATENTS 


378                     6,699,143 

235.2 

6,699,862 

65                       6,699,957 

22 

6,699,173 

83 

6,699,254 

114 

6,701,247 

408                     6,699,144 

6,699,863 

129                     6,699,958 

29 

6,699,174 

139 

6,699,255 

202 

6,701,248 

465                     6,699,145 

235.8 

6,699,864 

147                  Bl  232,427 

30 

6,699,175 

153 

6.699,256 

208 

6,701,249 

484                     6,699,146 

236.5 

6,699.865 

196                     6,699,959 

38 

6,699,176 

6,699,257 

210 

6,701,250 

^— iw      *   CC      A^  A 

236.8 

6,699,866 

310                     6,699,960 

102 

6,699,177 

157 

6,699,258 

211 

6,701,251 

CLASS  474 

6,699,867 

414                     6,699,961 

104 

6,699,178 

192 

6.699,259 

213 

6,701,252 

87                       6,699,147 

247 

6,699,868 

480                     6.699,962 

114 

6,699,179 

200 

6,699,260 

214 

6,701,253 

111                     6,699,148 

248 

6,699,869 

481                     6,699,963 

127 

6,699,180 

213 

6,699,261 

133                     6,699,149 

6,699,870 

502  R                 6,699,964 

132 

6,699,181 

6,699,262 

CLASS  702 

249 

6,699,871 

146 

6,699,182 

232 

6,699,263 

22 

6,701,254 

CLASS  475 

253.03                6,699,872 

CLASS  530 

147 

6,699,183 

234 

6,699,264 

24 

6,701,255 

66                       6,699,150 

256 

6,699.873 

300                     6.699,965 

156 

6,699,184 

6,701,256 

88                       6,699,151 

258 

6,699,874 

350                     6,699,966 

157 

6,699,185 

CLASS  607 

30 

6,701.257 

149                     6,699,152 

283 

6,699,875 

6,699,967 

300 

6,699,186 

1 

6.699,265 

33 

6,701,258 

154                     6,699,153 

6,699,876 

6,699,968 

6,699,187 

2 

6,701,185 

35 

6,701,259 

230                     6,699,154 

291 

6,699,877 

6,699,969 

6,699,188 

9 

6,701,186 

43 

6.701,260 

^"^fv      k    f^t~\      M^mmm 

292 

RE.  38,452 

6,699,970 

317 

6,701,168 

14 

6,701,187 

50 

6.701.261 

CLASS  477 

293 

6,699,878 

387.1                  6,699,971 

320 

6,701,169 

32 

6,701,188 

60 

6.701.262 

94                       6,699,155 

313 

6,699,879 

387.3                  6,699,972 

323 

6,701,170 

48 

6,701,189 

6.701,263 

148                     6,699,156 

316 

6,699,880 

387.9                  6,699,973 

328 

6,701,171 

62 

6,701,190 

90 

6,701,264 

158                     6,699,157 

318 

6,699,881 

388.85                6,699,974 

391 

6,701,172 

96 

6,699,266 

91 

6,701,265 

321 

6,699,882 

407 

6,701,173 

104 

6,699,267 

94 

6.701,266 

CLASS  482 

323 

6,699,883 

CLASS  534 

6,701,174 

105 

6,699,268 

95 

6,701,267 

37                       6,699,158 

336 

6,699,884 

558                     6,699,975 

6,701,175 

6,699,269 

6,701,268 

54                       6,699,159 

338 

6,699,885 

714                     6,699,976 

411 

6,701,176 

107 

6,699.270 

106 

6,701,269 

6,699,160 

340 

6,699,886 

^~^'w      A    *^/~»     ^ -^  y 

422 

6,701,177 

109 

6,699,271 

117 

6,701,270 

61                       6,699,161 

341 

6,699,887 

CLASS  536 

6,701,178 

122 

6,701,191 

127 

6,701,271 

140                     6,699,162 

6,699,888 

2                         6,699,977 

424 

6,701,179 

132 

6,701,272 

142                     6,699,163 

342 

6,699,889 

22.1                    6,699,978 

435 

6,701,180 

CLASS  623 

6,701,273 

^~^^'m      A    f^e~\       Ad^f^ 

352 

6,699,890 

6,699.979 

437 

6,699,189 

1.11 

6,699,272 

140 

6,701,274 

CLASS  492 

6,699,891 

23.1                    6,699,980 

6,699,190 

6,699,273 

145 

6,701,275 

10                       6,699,164 

356 

6,699.892 

6,699,981 

6,699,191 

1.12 

6,699,274 

6,701,276 

^^w     A.  r^e^     At^'^ 

357 

6,699,893 

23.5                    6,699,982 

6,699,192 

6,699,275 

150 

6,701,277 

CLASS  493 

6,699,894 

6,699,983 

454 

6,699,193 

1.13 

6,699,276 

152 

6,701,278 

122                     6,699,165 

370 

6,699,895 

24.1                    6,699,984 

478 

6,701,181 

6,699,277 

155 

6,701,279 

446                     6,699,166 

374 

6,699,896 

24.33                  6,699,985 

481 

6,699,194 

1.15 

6,699,278 

177 

6,701,280 

464                     6,699,167 

375 

6,699,897 

25.4                    6,699,986 

485 

6,699,195 

6,699,279 

182 

6,701,281 

^"^■W       A    *~1  *~I        ite^  M 

378 

6,699,898 

6,699,987 

494 

6,699,196 

1.16 

6,699,280 

185 

6,701.282 

CLASS  494 

417 

6,699,899 

^*^v      A   e~^r^     >*  .A tfk 

500 

6,699,197 

1.42 

6.699,281 

186 

6,701.283 

20                       6,699,168 

452 

6,699,900 

CLASS  540 

504 

6,699,198 

6,699,282 

187 

6,701,284 

22                       6,699,169 

492 

6,699,901 

525                     6,699,988 

6,699,199 

2.33 

6,699,283 

188 

6,701,285 

^^W       A    C^£^      ^£\.-t 

506 

6,699,902 

580                     6,699,989 

508 

6,699,200 

6.54 

6,699,284 

6,701,286 

CLASS  501 

521 

6,699,903 

^^V       A    ric^      ^  A  A 

509 

6,701,182 

6.63 

6,699,285 

6,701,287 

5                         6,699,807 

535 

6,699,904 

CLASS  544 

518 

6,701,183 

13.17 

6,699,286 

20                      6,699,808 

552 

6,699,905 

165                     6,699,990 

523 

6,701,184 

15.12 

6,699,287 

CLASS  703 

138                     6,699,809 

557 

6,699,906 

364                     6,699,991 

528 

6,699,201 

17.16 

6,699,288 

1 

6,701,288 

432                     6,699,810 

558 

6,699,907 

^^v      A    ^"yr^     ^  A  ^ 

532 

6,699,202 

19.13 

6,699,289 

14 

6,701,289 

^^T         A     ^~K~1        ^f\/^ 

563 

6,699,908 

CLASS  546 

6,699,203 

20.12 

6,699,290 

15 

6,701,290 

CLASS  502 

567 

6,699.909 

156                     6,699,992 

533 

6,699,204 

20.27 

6,699,291 

^"^T       A     <~K~1      fmt\  A 

67                       6,699,811 

675 

6,699,910 

286                     6,699,993 

562 

6,699,205 

21.15 

6,699,292 

CLASS  704 

71                       6,699,812 

678 

6,699,911 

306                     6,699,994 

567 

6,699,206 

23.22 

6,699,293 

236 

6,701,291 

119                     6,699,813 

587 

6,699,207 

23.72 

6,699,294 

238 

6,701,292 

127                     6,699,814 

CLASS  516 

CLASS  548 

49 

6,699,295 

251 

6,701,293 

200                     6,699,815 

77 

6,699,912 

229                     6,699,995 

CLASS  601 

257 

6,701,294 

236                     6,699,996 

162 

6,699,208 

CLASS  700 

258 

6,701,295 

CLASS  503 

CLASS  521 

444                     6.699,997 

19 

6,701,192 

270 

6,701,296 

209                     6,699,816 

30 

6,699,913 

^~>T         A     tf~K~t       ^    A*^ 

CLASS  602 

28 

6,701,193 

500 

6,701,297 

227                     6,699,817 

65 

6,699,914 

CLASS  549 

27 

6,699,209 

39 

6,701,194 

CLASS  705 

^~^'W       A    n  <^      l^t\  .A 

83 

6,699,915 

229                     6,699,998 

41 

6,700,031 

44 

6,701,195 

CLASS  504 

130 

6,699,916 

239                     6,699,999 

48 

6,700,032 

57 

6,701,196 

7 

6,701,298 

287                     6,699,818 

174 

6,699,917 

248                     6,700,000 

57 

6,700,033 

59 

6,701,197 

8 

6,701,299 

407                     6,700,001 

79 

6,701,198 
6,701,199 

10 

6,701,300 

CLASS  505 

CLASS  522 

41 1                     6,700,002 

CLASS  604 

95 

14 

6,701,301 

125                     6,699,819 

148 

6,699,918 

508                     6,700,003 

8 

6,699,210 

98 

6,701,200 

26 

6,701,302 

430                     6,699,820 

149 

6,699,919 

524                     6,700,004 

9 

6,699,211 

107 

6,701,201 

75 

6,701,303 

6,699,821 
CLASS  508 

1 

CLASS  523 

6,699,920 

529                     6,700,005 
CLASS  554 

22 
74 
82 

6.699,212 
6,699,213 
6,699,214 

108 
111 
121 

6,701,202 
6,701,203 
6,701,204 

401 

6.701,304 
CLASS  706 

222                     6,699,822 
CLASS  510 

236 

CLASS  524 

6,699,921 

219                     6,700,006 
CLASS  558 

96.01 
110 

6,699,215 
6,699,216 
6,699,217 

132 

6,701,205 
6,701,206 
6,701,207 

45 

6,701,305 
CLASS  707 

101                     6,699,823 

284 

6,699,922 

145                     6,700,007 

131 

6,699,218 

165 

6,701,208 

2 

6,701,306 

130                     6,699,824 

414 

6,699,923 

274                     6,700,008 

6,699,219 

173 

6,701,209 

3 

6,701,307 

180                     6,699,825 

431 

6,699,924 

6,700,009 

136 

6,699.220 

189 

6,701,210 

6,701,308 

296                     6,699,826 

436 

6,699,925 

443                     6,700,010 

167.01                6,699,221 

191 

6,701,211 

6,701,309 

350                    6,699,827 

476 

6,699,926 

482                     6,700,011 

187 

6,699,222 

193 

6,701,212 

5 

6,701,310 

372                     6,699,828 

492 

6,699,927 

CLASS  560 

195 

6,699,223 

200 

6,701,213 

6,701,311 

410                     6,699,829 

6,699,928 

208 

6,699,224 

224 

6,701,214 

6,701,312 

475                     6,699,830 

515 

6,699,929 

81                       6,700,012 

256 

6,699,225 

225 

6,701,215 

6 

6,701,313 

511                     6,699,831 

588 

6,699,930 

CLASS  562 

349 

6,699,226 

227 

6,701,216 

7 

6.701.314 

604 

6,699,931 

378 

6,700,034 

6,701,217 

10 

6,701,315 

CLASS  514 

496                     6,700,013 

6,700,035 

235 

6,701,218 

6,701,316 

1                         6,699,832 

CLASS  525 

498                     6,700,014 

383 

6,700,036 

245 

6.701,219 

6,701,317 

2                        6,699,833 

64 

6,699,932 

512.2                  6,700,015 

385.01                6,699,227 

6,701,220 

6.701.318 

6,699,834 

191 

6,699,933 

600                     6,700,016 

385.28                6,699,228 

286 

6,701,221 

100 

6.701,319 

6,699,835 
7                         6,699,836 

6,699,934 
6,699,935 

CLASS  564 

410 
508 

6,699,229 
6,699,230 

300 
301 

6,701,222 
6,701,223 

102 

6,701.320 
6,701,321 

12                       6,699,837 

208 

6,699,936 

164                     6,700,017 

509 

6,699,231 

6,701,322 

6,699,838 

210 

6,699,937 

363                     6,700,018 

523 

6,699,232 

CLASS  701 

103  R                 6,701,323 

13                       6,699,839 

232 

6,699,938 

CLASS  568 

533 

6,699,233 

1 

6,701,224 

104.1 

6,701,324 

23                       6,699,840 

272 

6,699,939 

890.1 

6,699,234 

6,701,225 

6,701,325 

33                       6,699,841 

308 

6,699,940 

1                         6,700,019 

6,701,226 

6,701,326 

44                      6.699,842 

313 

6,699,941 

33                       6,700,020 

CLASS  606 

3 

6,701,227 

200 

6,701,327 

6,699,843 

327.3 

6,699,942 

429                     6,700,021 

1 

6,699,235 

19 

6,701,228 

6,701,328 

49                      6,699,844 

329.9 

6,699,943 

443                     6,700,022 

2 

6,699,236 

22 

6,701,229 

201 

6.701,329 

53                       6,699,845 

330.5 

6,699,944 

560                     6,700,023 

6,699,237 

29 

6,701,230 

202 

6,701,330 

6,699,846 

445 

6,699,945 

571                     6,700,024 

10 

6,699.238 

30 

6,701.231 

203 

6,701,331 

6,699,847 

537 

6,699,946 

734                     6,700,025 

15 

6.699,239 

33 

6,701,232 

204 

6,701,332 

54                       6,699,848 
58                      6,699,849 

CLASS  526 

CLASS  570 

32 
33 

6,699,240 
6,699,241 

35 

6,701,233 
6,701,234 

206 

6,701,333 
6,701.334 

107                     6,699,850 

106 

6,699,947 

176                     6,700,026 

41 

6,699,242 

37 

6,701,235 

CLASS  708 

119                     6,699,851 

161 

6,699,948 

^"^v      A   r'yfy     ^r%^ 

6,699,243 

40 

6,701,236 

183                     6,699,852 

196 

6,699,949 

CLASS  585 

6,699,244 

43 

6,701,237 

300 

6.701,335 

6,699,853 

237 

6,699,950 

329                     6,700,027 

49 

6,699,245 

45 

6,701,238 

492 

6,701,336 

6,699,854 

266 

6,699,951 

660                     6,700,028 

61 

6,699,246 

50 

6,701,239 

501 

6,701,337 

214.02                6,699,855 

277 

6,699,952 

663                     6,700,029 

6,699,247 

51 

6,701,240 

525 

6,701,338 

217.05                6,699,856 

289 

6,699,953 

921                     6,700,030 

6,699,248 

67 

6.701,241 

709 

6,701,339 

222.5                  6,699,857 

333 

6,699,954 

71 

6,699.249 

70 

6,701,242 

801 

6.701,340 

228.2                  6,699,858 

336 

6,699,955 

CLASS  600 

73 

6,699.250 

83 

6,701,243 

CLASS  709 

228.5                  6,699,859 

3                        6,699,170 

6,699,251 

104 

6,701,244 

233.5                  6.699,860 

CLASS  528 

6                        6,699,171 

79 

6,699,252 

108 

6.701,245 

200 

6,701,341 

234.5                  6,699,861 

15 

6,699,956 

13                       6,699,172 

80 

6,699,253 

110 

6,701,246 

6,701,342 

CLASSIFICATION  OF  PATENTS 


PI  189 


204 

6,701.343 

250 

6,701,379 

6,701,411 

6,701,443 

732 

6,701,477 

13 

6.701.509 

6.701,344 

6,701,380 

118 

6,701.412 

401 

6,701,444 

757 

6,701,478 

18 

6.701,510 

205 

6.701,345 

313 

6,701,381 

137 

6,701,413 

500 

6,701,445 

6,701.479 

19 

6,701,511 

206 

6,701,346 

316 

6,701,382 

6,701,414 

501 

6,701,446 

764 

6,701,480 

21 

6,701,512 

6,701.347 

328 

6,701,383 

138 

6,701,415 

502 

6,701,447 

765 

6,701,481 

6,701.348 

141 

6,701,416 

786 

6,701,482 

207 

6,701,349 

CLASS  710 

6,701,417 

CLASS  714 

791 

6,701,483 

CLASS  717 

217 

6,701,350 

5 

6,701,384 

147 

6,701,418 

4 

6,701,448 

801 

6,701.484 

109 

6,701,513 

6,701,351 

6,701,385 

157 

6,701,419 

6,701,449 

rf~^F  A  OC  Tl  P 

115 

6,701,514 

218 

6.701.352 

6 

6,701,386 

170 

6,701,420 

5 

6,701.450 

CLASS  715 

117 

6,701,515 

219 

6,701,353 

22 

6,701,387 

6,701,421 

6,701,451 

503 

6,701.485 

6,701,516 

6,701,517 

'6,701,518 

6,701,354 
6,701,355 

29 

6,701.388 
6,701,389 

201 
218 

6,701,422 
6,701,423 

6 
13 

6,701,452 
6,701,453 

507 

6.701,486 

121 
126 

220 

6,701.356 

33 

6.701,390 

15 

6,701,454 

CLASS  716 

6,701.357 

34 

6.701,391 

CLASS  712 

18 

6,701.455 

1 

6,701.487 

130 

6,701,519 

223 

6,701,358 

36 

6.701,392 

35 

6,701,424 

20 

6,701,456 

6,701,488 

152 

6,701,520 

6,701.359 

40 

6,701,393 

225 

6,701,425 

31 

6,701,457 

4 

6,701,489 

173 

6,701,521 

6,701.360 

62 

6,701,394 

239 

6,701,426 

36 

6,701,458 

6,701,490 

178 

6,701,522 

224 

6,701,361 

69 

6,701,395 

244 

6,701,427 

37 

6,701,459 

6,701,491 

6,701,362 

71 

6,701,396 

41 

6,701,460 

6,701,492 

^~^V   A  <^<~^  *V/^  ^ 

6,701,363 

107 

6,701,397 

CLASS  713 

42 

6,701,461 

6,701,493 

CLASS  725 

6,701,364 

6,701,398 

1 

6,701,428 

43 

6,701,462 

6,701,494 

25 

6,701,523 

227 

6,701,365 

114 

6,701,399 

6,701,429 

47 

6,701,463 

5 

6,701,495 

37 

6,701,524 

6,701,366 

301 

6,701,400 

6,701,430 

48 

6,701,464 

6 

6,701,496 

38 

6,701,525 

6,701,367 

305 

6,701,401 

6,701,431 

54 

6,701,465 

6,701,497 

39 

6,701,526 

228 

6,701,368 

6,701,402 

153 

6,701,432 

699 

6,701,466 

6,701,498 

43 

6,701,527 

229 

6,701,369 

6,701,403 

164 

6,701,433 

701 

6,701,467 

7 

6,701,499 

89 

6,701,528 

230 

6,701,370 

307 

6,701,404 

168 

6,701,434 

702 

6,701.468 

8 

6,701,500 

231 

6,701,371 

308 

6,701,405 

6,701,435 

703 

6,701,469 

6,701,501 

232 

6,701,372 

310 

6,701,406 

176 

6,701,436 

718 

6,701,470 

9 

6,701,502 

CLASS  800 

6,701,373 

317 

6,701,407 

201 

6,701,437 

6,701,471 

6,701,503 

24 

6,700,037 
6,700,038 
6,700,039 
6,700,040 

238 

6,701,374 

6,701,438 

720 

6,701,472 

10 

6,701,504 

278 

243 

6,701,375 

CLASS  711 

6,701,439 

724 

6,701,473 

6,701,505 

246 

6.701,376 

101 

6,701,408 

6,701,440 

6,701,474 

6,701,506 

249 

6,701,377 

113 

6,701,409 

6,701,441 

726 

6,701,475 

6,701,507 

6,701,378 

114 

6,701,410 

300 

6,701,442 

727 

6,701,476 

11 

6.701.508 

320. 

6,700,041 

CLASSIFICATION  OF  DESIGNS 


Dl  — 

125 

487 

D2— 

712 

487 

917 

487 

953 

487 

961 

487 

972 

487 
487 

D3— 

206 

487 

217 

487 

243 

487 

290 

487 

294 

487 

313 

487 

319 

487 

D4— 

104 

487 

D6— 

336 

487 

366 

487 

376 

487 

393 

487 

444 

487 
487 

470 

487 
487 

485 

487 

491      487 


181 
182 
183 
184 
185 
186 
187 
188 
189 
190 
191 
192 
193 
194 
195 
196 
197 
198 
199 
200 
201 
202 
.203 
,204 
,205 


D7— 


D8- 


D9— 


DIO— 


511 

487,206 

109 

487, 

601 

487,207 

Dll—           96 

487 

307 

487,208 

D12—             7 

487 

334 

487,209 

111 

487 

354 

487,210 

114 

487 

357 

487,211 

125 

487 

360 

487,212 

162 

487 

378 

487,213 

168 

487 

393 

487,214 

173 

487 

397 

487,215 

183 

487 

8 

487,216 

209 

487 

487,217 

211 

487 

40 

487,218 

223 

487 

68 

487,219 

307 

487 

72 

487,220 

308 

487 

343 

487,221 

317 

487 

354 

487,222 

535 

487 

300 

487,223 

487 

305 

487,224 

594 

487 

314 

487,225 

D13—          103 

487 

338 

487,226 

112 

487 

439 

487,227 

134 

487 

538 

487,228 

159 

487 

32 

487,229 

182 

487 

39 

487,230 

487 

,231 

,232 
,233 
,234 
,235 
,236 
,237 
,238 
,239 
,240 
,241 
,242 
,243 
,244 
,245 
,246 
,247 
,248 
,249 
,250 
,251 
,252 
,253 
,254 
,255 


D14— 


D15- 


113 

487,256 

139 

487,281 

136 

487,257 

D16— 

202 

487,282 

138 

487,258 

487,283 

167 

487,259 

326 

487,284 

211 

487,260 

D18— 

50 

487,285 

240 

487,261 
487,262 

487,286 
487,287 

247 

487,263 

D19— 

62 

487,288 

301 

487,264 

90 

487,289 

349 

487,265 

D20— 

42 

487,290 

384 

487,266 

D21— 

371 

487,291 

396 

487,267 

373 

487,292 

425 

487,268 

574 

487,293 

487,269 

676 

487,294 

447 

487,270 

736 

487,295 

448 

487,271 

791 

487,296 

487,272 

837 

487,297 

487,273 

D22— 

108 

487,298 

483 

487,274 

D23— 

213 

487,299 

487 

487,275 

214 

487,300 

496 

487,276 

229 

487,301 

7 

487,277 

238 

487,302 

86 

487,278 

241 

487,303 

126 

487,279 

245 

487,304 

133 

487,280 

257 

487,305 

266 

487,306 
487,307 

366 

487,308 

411 

487,309 
487,310 

D24— 

110 

487,311 

110.1 

487,312 

118 

487,313 

156 

487,314 

217 

487,315 

D25— 

138 

487,316 
487,317 

163 

487,318 
487,319 

D26— 

28 

487,320 

38 

487,321 

92 

487,322 

D32— 

22 

487,323 

32 

487,324 

D34— 

16 

487,325 

CLASSIFICATION  OF  PLANTS 


180 


14,571    I 


226 


14,570   I 


227        14,569   I 


286        14,573    I 


302        14,572 


321 


14,574 


STATUTORY  INVENTION  REGISTRATIONS 


704— 


H2,098 


GEOGRAPHICAL  INDEX 
OF  RESIDENCES  OF  INVENTORS 

(U.S.  States,  Territories  and  Armed  Forces,  and  the  Commonwealth  of  Puerto  Rico) 


Alabama 1 

Alaska 2 

American  Samoa 3 

Arizona 4 

Arkansas 5 

California 6 

Collective  Indicator  for  Marshall 
Islands,  Federated  States  of 
Micronesia,  and  U.S.  Minor 

Outlying  Islands 7 

Colorado 8 

Connecticut 9 

Delaware 10 

District  of  Columbia 11 

Florida 12 

Georgia 13 

Guam 14 

Hawaii 15 

Idaho 16 

Illinois 17 

Indiana 18 

Iowa 19 


Kansas 20 

Kentucky 21 

Louisiana 22 

Maine 23 

Maryland 24 

Massachusetts 25 

Michigan 26 

Minnesota 27 

Mississippi 28 

Missouri 29 

Montana 30 

Nebraska 31 

Nevada 32 

New  Hampshire 33 

New  Jersey 34 

New  Mexico 35 

New  York 36 

North  Carolina 37 

North  Dakota 38 

Ohio 39 

Oklahoma 40 

Oregon 41 


Pennsylvania 42 

Puerto  Rico 43 

Rhode  Island 44 

South  Carolina 45 

South  Dakota 46 

Tennessee 47 

Texas 48 

Utah 49 

Vermont 50 

Virginia 51 

Virgin  Islands 52 

Washington 53 

West  Virginia 54 

Wisconsin 55 

Wyoming 56 

U.S.  Air  Force 57 

U.S.  Army 58 

U.S.  Navy 59 

U.S.  Coast  Guard 60 

U.S.  Marine  Corps 61 


(First  number  in  listing  denotes  location  according  to  above  key.  Refer  to  patent  number  in  body  of  the  Official  Gazette  to  obtain  details  as  to  inventor 
name,  location,  etc.) 


PATENTS 

01          ; 

6,698,026 

6,698,183 

6,698,972 

6,699,399 

6,700,047 

6,700,561 

6,698,715 

6,698,205 

6,698,974 

6,699,424 

6,700,051 

6,700,567 

6,698,758 

6,698,213 

6,698,991 

6,699,434 

6,700,052 

6,700,573 

6,698,937 

6,698,233 

6,698,992 

6,699,441 

6,700,072 

6,700,586 

6,699,294 

6,698.239 

6,698,995 

6,699,442 

6,700,076 

6,700,588 

6.699,473 

6,698,257 

6,698,998 

6,699,444 

6,700,079 

6,700,590 

6,699,529 

6.698,261 

6,699,015 

6,699,472 

6,700,108 

6,700,592 

6,699,970 

6,698,286 

6,699,037 

6,699,482 

6,700,113 

6,700,601 

6,699,994 

6,698.287 

6,699,043 

6,699,492 

6,700,118 

6,700,612 

6,700,105 

6,698,330 

6,699,049 

6,699,493 

6,700,131 

6,700,622 

6.700.576 

6,698,337 

6,699,068 

6,699,497 

6,700,138 

6,700,640 

6,700,974 

6,698,356 

6,699,070 

6,699,501 

6,700,140 

6,700,653 

6,701,069 

6,698,375 

6,699,072 

6,699,509 

6,700,143 

6,700,664 

6,701.169 

6,698,412 

6,699,073 

6,699,530 

6,700,151 

6,700,670 

6,701,261 

6,698,423 

6,699,075 

6,699,535 

6,700,155 

6,700,676 

6,701,498 

6,698,435 

6,699,091 

6,699,555 

6,700,165 

6,700,688 

02 

6,698,380 

6,698,441 

6,699,097 

6,699,570 

6,700,174 

6,700,696 

6,698.615 

6,698,448 

6,699,098 

6,699,576 

6,700,176 

6,700,699 

04 

6,698,117 

6,698,462 

6,699,102 

6,699,588 

6,700,181 

6,700,713 

6,698,317 

6,698,472 

6,699,115 

6,699,599 

6,700,200 

6,700,722 

6,698.487 

6,698,481 

6,699,125 

6,699,610 

6,700,201 

6,700,726 

6,698,545 

6,698,505 

6,699,138 

6,699,624 

6,700,202 

6,700,729 

6,698,577 

6,698,511 

6,699,140 

6,699,627 

6,700,207 

6,700,731 

6,698,601 

6,698,516 

6,699,144 

6,699,655 

6,700,214 

6,700,733 

6,699,044 

6,698,539 

6,699,157 

6,699,659 

6,700,216 

6,700,735 

6,699,210 

6,698,560 

6,699,162 

6,699,667 

6,700.230 

6,700,736 

6,699,272 

6,698,608 

6,699,168 

6,699,677 

6,700.258 

6,700,738 

6,699,920 

6,698,622 

6,699,170 

6,699,682 

6,700,263 

6,700,754 

6,700,063 

6,698,629 

6,699,175 

6,699,687 

6,700,298 

6,700,755 

6,700,209 

6,698,635 

6,699,177 

6,699,712 

6,700,329 

6,700,757 

6,700,345 

6,698.646 

6,699,194 

6,699,713 

6,700,331 

6,700,759 

6,700,360 

6,698,677 

6,699,206 

6,699,718 

6,700,366 

6,700,770 

6,700,458 

6,698,683 

6,699,212 

6,699,719 

6,700,380 

6,700,779 

6,700,522 

6,698,692 

6,699,222 

6,699,722 

6,700,385 

6,700,799 

6,700,665 

6.698,693 

6,699,231 

6,699,723 

6,7(X),390 

6,700,802 

6,700,697 

6,698,697 

6,699,234 

6,699,730 

6,700,396 

6,700,809 

6,700,782 

6,698,703 

6,699,235 

6,699,741 

6,700,398 

6,700,810 

6,700,808 

6,698,705 

6,699,243 

6,699,753 

6,7(X),404 

6,700,815 

6,700,931 

6,698,718 

6,699,244 

6,699,765 

6,700,409 

6,700,820 

6,700.962 

6,698.721 

6,699,245 

6,699,772 

6,7(X),4I0 

6,700,825 

6,701,127 

6,698,723 

6,699,246 

6,699,775 

6,700,415 

6,700,827 

05 

6,699,662 

6,698,735 

6,699,247 

6,699,779 

6,700,418 

6,700,834 

06 

RE.  38,451 

6,698,739 

6,699,257 

6,699,784 

6,7(K),42I 

6,700,838 

6,698.029 

6,698,743 

6,699.259 

6,699,785 

6,700,425 

6,700,840 

6,698,030 

6,698,766 

6,699,260 

6,699,792 

6,700,430 

6,700,880 

6,698,047 

6,698.772 

6,699,262 

6,699,795 

6,700,431 

6,700,890 

6,698,048 

6,698,773 

6,699,313 

6.699.827 

6,700,442 

6,700,891 

6,698,049 

6,698,774 

6,699,342 

6,699,844 

6,700,452 

6,700,894 

6,698,085 

6,698,798 

6,699,356 

6,699,886 

6,7(K),459 

6,700,897 

6,698,088 

6,698,818 

6,699,375 

6.699,888 

6,700,479 

6,700,899 

6,698,094 

6,698,828 

6,699,380 

6,699,900 

6,700,516 

6,700,90! 

6,698,099 

6,698,858 

6,699,385 

6,699,969 

6,7(X),531 

6,700,903 

6,698,123 

6,698,870 

6,699,391 

6,699,979 

6,700,534 

6,700,906 

6,698,162 

6,698,921 

6,699,394 

6,700,027 

6,7(X),539 

6,700,913 

6,698,176 

6,698,943 

6,699,396 

6,700,040 

6,7(K),548 

6,700,917 

PI  191 


PI  192 
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6,700,922 
6,700,928 
6,700,932 
6,700.934 
6,700,935 
6.700,942 
6,700,943 
6,700,956 
6,700,969 
6.700.978 
6,700,984 
6,700,985 
6.700,988 
6.701.006 
6.701.014 
6.701,020 
6.701.023 
6.701,035 
6.701.040 
6,701.044 
6,701,048 
6,701,060 
6,701,062 
6,701,065 
6.701.081 
6,701.087 
6.701.091 
6.701.141 
6.701,144 
6,701,170 
6,701,177 
6.701.178 
6,701,180 
6,701,184 
6,701,187 
6,701,208 
6,701,253 
6,701.259 
6,701,264 
6,701,269 
6,701.270 
6,701,280 
6,701.296 
6,701,303 
6,701,304 
6,701,316 
6.701.317 
6,701.333 
6.701.334 
6,701,338 
6.701.341 
6,701.357 
6,701,362 
6.701,363 
6,701,367 
6,701,368 
6,701,374 
6.701,375 
6,701,385 
6,701,391 
6,701,398 
6.701.402 
6,701,405 
6.701,406 
6.701.412 
6.701,414 
6,701.417 
6.701.423 
6.701,426 
6,701.431 
6,701,432 
6,701,437 
6,701,438 
6,701,441 
6,701,444 
6.701.446 
6.701,448 
6,701,453 
6,701.455 
6.701.459 
6,701.460 
6,701,469 
6.701.474 
6,701.477 
6,701,478 
6,701,482 
6,701,483 
6,701,486 
6,701.489 
6,701.490 
6,701,493 
6,701.499 
6,701,504 
6,701,505 
6,701,506 
6,701,507 
6,701,509 
6,701.511 
6,701,515 
6,701,517 
6,701,518 
6,701,521 
6,701,522 
6,701,527 
6,701,528 
6,698,259 
6,698,359 
6,698,467 
6,698,499 
6,698,587 
6,698,803 
6,699,013 


09 


10 


11 
12 


6,699,047 
6,699,205 
6.699,208 
6.699.267 
6,699,447 
6,699.770 
6,699.863 
6.700.401 
6,700.557 
6,700,580 
6,700,585 
6.700,686 
6,700,718 
6,700,723 
6,700,746 
6,701,037 
6,701,256 
6,701,290 
6,701,342 
6,701,343 
6,701,351 
6,701.353 
6,701,420 
6,701.495 
6.698.142 
6,698,234 
6,698.297 
6.698,422 
6,698,485 
6,698,604 
6,698,624 
6,698,625 
6,699,054 
6,699,320 
6,699,402 
6,699,437 
6,699,467 
6,699,567 
6,699.697 
6,699,832 
6,699.860 
6,699.862 
6,699.893 
6.699.904 
6,699,908 
6.699.957 
6.699.967 
6,700,128 
6,700,288 
6,700.290 
6,700,367 
6,700,381 
6,700,467 
6,700,700 
6,700,769 
6,701.216 
6.701.217 
6.701,277 
6,701,352 
6,701,525 
6.698.331 
6.699.299 
6.699.403 
6.699.623 
6.699,855 
6.699,955 
6,700,023 
6.701,428 
6,698,035 
6,699,163 
6,698,024 
6,698,057 
6,698,133 
6,698,144 
6,698,145 
6,698,207 
6,698,208 
6,698.290 
6.698.323 
6.698,357 
6,698,420 
6,698,426 
6,698,461 
6,698,480 
6,698,544 
6,698,546 
6,698,547 
6,698,558 
6,698,682 
6,698,834 
6,698,889 
6,698,900 
6,698,903 
6,698,961 
6,698,986 
6.699.038 
6.699.087 
6.699.114 
6.699.137 
6.699.148 
6,699,176 
6,699,209 
6,699,237 
6,699,269 
6,699,433 
6,699,484 
6,699.486 
6.699.495 
6.699,541 
6,699.611 
6.699.681 
6.699.903 


13 


15 
16 


17 


6.700, 
6,700, 
6.700, 
6,700, 
6,700, 
6,700, 
6.700, 
6.700, 
6.700, 
6.700, 
6.700, 
6.700, 
6.700, 
6.700, 
6.701, 
6.701, 
6,701, 
6,701, 
6,701, 
6,701, 
6,701, 
6,701, 
Bl  029, 
RE.  38, 
6,698, 
6.698 
6,698. 
6,698. 
6,698. 
6,698 
6,698 
6,698. 
6,699. 
6,699. 
6,699. 
6,699. 
6.699, 
6.699, 
6.699, 
6,699, 
6,699, 
6.699, 
6,699, 
6.699, 
6.700, 
6,700, 
6,701, 
6,701, 
6,701, 
6,701, 
6,701, 
6,698, 
6,699. 
6.698, 
6.698, 
6,698, 
6,698. 
6,699, 
6,699, 
6,699, 
6,699, 
6.699, 
6,699, 
6,699. 
6.700. 
6.700. 
6.700. 
6.700, 
6.700, 
6.700, 
6.700. 
6.700. 
6.700. 
6,700. 
6.701, 
6,701, 
6,701, 
6,701, 
6,701, 
6,698, 
6,698, 
6,698, 
6,698, 
6,698 
6,698, 
6,698, 
6,698, 
6,698, 
6,698, 
6,698, 
6,698, 
6,698, 
6,698, 
6,698, 
6,698, 
6,698, 
6,698, 
6,698, 
6,698, 
6,698, 
6,699, 
6,699, 
6.699. 
6.699, 
6.699, 
6.699, 
6.699 
6.699, 
6.699, 
6.699, 
6.699, 
6.699, 


,018 
,044 
,069 
,352 
,463 
,489 
,490 
,491 
,500 
,527 
,690 
,794 
,907 
,923 
,079 
,158 
,160 
185 
,228 
,318 
365 
,463 
,934 
,449 
,156 
,211 
215 
231 
458 
571 
657 
701 
007 
016 
090 
,117 
228 
261 
413 
523 
547 
803 
805 
952 
507 
968 
056 
162 
165 
192 
345 
952 
161 
104 
416 
756 
863 
734 
743 
752 
777 
781 
791 
928 
056 
183 
205 
206 
210 
211 
,416 
,678 
,824 
,853 
,066 
,098 
,145 
,346 
,470 
,065 
,069 
,100 
,103 
,111 
,238 
,299 
,307 
,353 
,409 
,597 
,606 
,638 
,668 
,670 
,695 
,717 
,777 
,963 
,996 
,997 
,036 
,081 
,118 
,124 
213 
,305 
,311 
,364 
,518 
,543 
,654 
,684 


18 


19 


20 


21 


22 


23 


6,699,822 
6,699.838 
6,699.848 
6,699,907 
6,699,971 
6,700,025 
6,700.041 
6,700.060 
6.700.225 
6.700.284 
6.700,335 
6,700,379 
6,700,448 
6,700,451 
6,700,488 
6,700,504 
6,700,520 
6,700,662 
6,700,803 
6,700,867 
6,700,871 
6,700,895 
6,700.930 
6.700.938 
6.700,%  1 
6.701.156 
6.701.175 
6,701.194 
6.701.239 
6,701.249 
6,701.252 
6,701.288 
6.701.355 
6,701,390 
6,701,439 
6,698,128 
6,698,180 
6.698.203 
6.698.265 
6.698.540 
6.698.564 
6.698,605 
6,698,621 
6,698,730 
6,698,806 
6,698,841 
6.698,999 
6,699,080 
6.699,151 
6,699,252 
6,699,290 
6,699,329 
6,699,416 
6,699,491 
6,699,620 
6,699,669 
6,699,685 
6,699,984 
6,700,036 
6,700,195 
6,700,235 
6,700,388 
6,700.470 
6,700,517 
6,700,763 
6,700,765 
6,700,870 
6,698,059 
6,698,143 
6,698,312 
6,698,449 
6,698,479 
6,698,490 
6,698,491 
6,698,535 
6,698,672 
6,698,786 
6,698,807 
6,698,906 
6,699,469 
6,700.062 
6.700.510 
6.700,555 
6,700,574 
6,701,361 
6,701,457 
6,698,116 
6,698,404 
6,698,453 
6.698.631 
6,698,709 
6.698.740 
6.699.248 
6.700.196 
6.698,163 
6,698.593 
6,698.708 
6.698.755 
6.701,097 
6,698,032 
6,698.209 
6,698,279 
6.698,335 
6,698,394 
6,698,518 
6,698,725 
6,698,771 
6,698,994 
6,698,748 
6,699,575 
6,700,433 
6,700,474 


24 


25 


6,698,120 
6,698,370 
6,698,609 
6,698.827 
6.698.886 
6.699,034 
6,699,060 
6,699,173 
6,699,193 
6,699,207 
6,699,278 
6,699,468 
6.699.476 
6.699.521 
6.699.621 
6.699.656 
6.699.660 
6.699.670 
6.699.674 
6.699.701 
6,699,710 
6,699.717 
6.699.814 
6.699.834 
6.699.842 
6,699,902 
6,699,981 
6,699,989 
6,700,255 
6,700,536 
6,700.556 
6.700.669 
6.700.858 
6.701.049 
6.701.176 
6.701.222 
6.701.299 
6.701.312 
6.701.356 
6.701,370 
6,701,418 
6,698,041 
6,698,058 
6,698,146 
6,698,225 
6,698,228 
6,698,363 
6,698.431 
6,698.510 
6,698,641 
6,698,710 
6,698,909 
6,699,027 
6,699,050 
6,699,057 
6,699,058 
6,699,093 
6,699.158 
6.699.179 
6.699.191 
6,699,199 
6,699,214 
6.699.218 
6,699,233 
6,699,241 
6,699,253 
6,699,268 
6,699,283 
6,699,286 
6,699,319 
6,699,454 
6,699,466 
6,699,470 
6,699,475 
6,699,504 
6,699,571 
6,699.658 
6.699.663 
6.699.665 
6.699,703 
6,699,716 
6,699,821 
6,699,833 
6,699,835 
6,699,840 
6,699,865 
6,699.866 
6,699,873 
6,699,905 
6,699,966 
6,700,037 
6,700,099 
6,700,274 
6,700,364 
6,700,392 
6,700,533 
6,700,544 
6,700,549 
6,700.550 
6.700,583 
6,700,672 
6,700,694 
6,700,709 
6,700,773 
6,700,875 
6,700.946 
6.700,950 
6,700,970 
6,700,971 
6,700,972 
6,701,005 
6,701,038 


26 


27 


6,701,131 
6,701,143 
6,701,159 
6,701,179 
6,701,181 
6,701,205 
6,701,309 
6,701,332 
6,701,336 
6,701,376 
6,701,379 
6,701,392 
6,701,393 
6,701,451 
6,701,513 
RE.  38,452 
6.698,025 
6,698.068 
6.698.076 
6.698.078 
6.698.081 
6.698.119 
6.698,149 
6.698.152 
6.698.154 
6.698,157 
6,698,168 
6,698,191 
6,698,314 
6.698,322 
6,698.342 
6,698,345 
6,698,382 
6,698,386 
6,698,390 
6,698,398 
6,698,408 
6,698,442 
6,698,476 
6.698,551 
6.698.554 
6.698,565 
6.698.617 
6.698.626 
6,698,731 
6,698.733 
6.698.736 
6.698.741 
6.698.767 
6.698.799 
6.698,814 
6.698.815 
6.698.816 
6,698,819 
6,698.825 
6,698,829 
6,698,837 
6,698.905 
6.698.908 
6,698.965 
6.699.067 
6.699,076 
6,699,113 
6,699,129 
6,699,134 
6.699.141 
6.699,153 
6,699,154 
6.699.419 
6.699.490 
6.699.525 
6.699.528 
6,699.671 
6.699.910 
6.699.916 
6.699.943 
6.700.098 
6.700.310 
6.700,342 
6,700,389 
6,700,393 
6,700.480 
6,700,658 
6,700.692 
6.700.693 
6.700.795 
6.700,839 
6,701,001 
6,701,183 
6.701.193 
6.701,237 
6,701,238 
6,701,241 
6.701.246 
6.701.251 
6.701.282 
6.698.129 
6.698.141 
6,698,197 
6.698.212 
6.698,451 
6,698,595 
6,698,619 
6,698,775 
6,698,783 
6,698,947 
6,699,187 
6,699,188 
6,699,200 
6,699,230 
6,699,240 
6,699,256 
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6,699,265 

6.699.221 

6,699,282 

6,699,274 

6.699,293 

6,699,298 

6,699,275 

6.699.315 

6,699.350 

6.699,276 

6.699,389 

6,699,358 

6,699,280 

6.699.404 

6,699,366 

6.699,326 

6,699.406 

6,699,412 

6.699,336 

6.699.448 

6.699,426 

6,699,374 

6.699,458 

6,699.429 

6.699.395 

6.699,463 

6,699.450 

6,699,510 

6.699,569 

6,699,464 

6,699.533 

6.699,604 

6,699,465 

6,699,597 

6,699,615 

6,699,478 

6,699,647 

6,699.760 

6,699,494 

6,699,648 

6,699,836 

6,699,499 

6,699,675 

6,699,871 

6,699,538 

6,699,878 

6,699,872 

6,699,595 

6,699,927 

6,699,874 

6,699,614 

6,700,068 

6,699,899 

6,699,629 

6,700,087 

6,699,929 

6,699,633 

6,700,130 

6,700,001 

6,699,651 

6.700,371 

6,700,012 

6,699,652 

6,700,394 

6.700,019 

6,699,673 

6,700,482 

6,700,319 

6,699,680 

6,700,502 

6,700,365 

6,699,683 

6,700,547 

6,700,395 

6,699,688 

6,700,598 

6,700,473 

6,699,693 

6,700,695 

6,700,493 

6,699,707 

6,700,712 

6,700,494 

6,699,714 

6,700,724 

6,700,514 

6,699,736 

6,700,727 

6,700,708 

6,699,750 

6,700,728 

6,700,711 

6,699,794 

6,700,743 

6,700,864 

6,699,890 

6,700,747 

6.700.869 

6,700,008 

6,700.752 

6,700,884 

6,700,009 

6,700,753 

6,700,893 

6,700,054 

6,700,760 

6,700,920 

6,700,055 

6,700,798 

6,700,927 

6,700,078 

6,700,886 

6,700,933 

6,700,092 

6,700,955 

6,700,937 

6.700,100 

6,701,172 

6,700,958 

6,700,103 

6,701,186 

6,700,960 

6,700,136 

6,701,188 

6,700,965 

6,700,145 

6,701,191 

6,700,981 

6,700,161 

6.701,200 

6,701,153 

6,700,203 

6,701,207 

6,701,291 

6,700,238 

6,701,274 

6,701,295 

6,700,322 

6,701,289 

6,701,335 

6,700,472 

6,701,330 

6,701,383 

6,700,487 

6,701,404 

6,701,449 

6,700,553 

6,701,456 

Bl  375,872 

6,700,599 

6,701,466 

35    :     6,698,378 

6,700,613 

6,701,520 

6,698,964 

6,700,627 

28    : 

6,700,006 

6,699,304 

6,700,630 

29    : 

6,698,229 

6,699,369 

6,700,654 

6,698,452 

6,699,392 

6,700,668 

6,698,459 

6,699.810 

6,700,702 

6,698,543 

6,700,109 

6,700,823 

6,698,762 

6,700,173 

6,700,876 

6,698,811 

6,700,420 

6,700,992 

6,699,100 

6,700,644 

6,700,997 

6,699,884 

6,701,050 

6,701,036 

6,699,885 

36    :     6,698.036 

6,701,052 

6,699,898 

6,698,044 

6,701,053 

6,699,968 

6.698,064 

6,701,054 

6.699,986 

6,698,077 

6,701,057 

6,700,028 

6,698,106 

6,701,077 

6,700,358 

6,698,172 

6,701,080 

6,700,732 

6,698,216 

6,701,142 

6,700,787 

6,698,218 

6,701,271 

30    : 

6,698,789 

6,698,232 

6,701,302 

6,699,373 

6,698,246 

6,701,311 

6,699,387 

6,698,247 

6,701,350 

6,699,846 

6,698,248 

6,701,397 

31    : 

6,698,226 

6,698,285 

6,701,399 

6,698,630 

6,698,288 

6,701,434 

6,698,738 

6,698.336 

6,701,516 

6,698,761 

6,698.381 

6,701,526 

6,698,979 

6,698,384 

37    :     6,698,251 

6,699,691 

6,698,440 

6,698,252 

32    : 

6,698,121 

6,698,466 

6,698,326 

6,698,759 

6,698,512 

6,698,327 

6,699,128 

6,698,527 

6,698,427 

6,700,233 

6,698,552 

6,698,464 

6,700,397 

6,698,580 

6,698,549 

33 

6,698,108 

6,698,598 

6,698,555 

6,698,200 

6,698,633 

6,698,589 

6,698,438 

6.698,653 

6,698,596 

6,698,529 

6,698,656 

6,698,651 

6,698,714 

6,698,663 

6,698,679 

6,699,915 

6,698,702 

6,698,817 

6,700,091 

6,698,747 

6,698,821 

6,700,160 

6,698,851 

6,699,094 

6,700,326 

6,698,860 

6,699,099 

6,700,528 

6,698,861 

6,699,321 

6,700,833 

6,698,862 

6,699,435 

6,701,307 

6,698,880 

6,699,690 

6,701,321 

6,698,888 

6,699,939 

6,701,358 

6,698,894 

6,700,309 

6,701,387 

6,698,920 

6,700,403 

6,701,422 

6,698,925 

6,700,444 

6,701,519 

6.698,927 

6,700,540 

6,701,523 

6,698,946 

6,700,575 

34 

6,698,040 

6,698,958 

6,700,883 

6,698,061 

6,699.021 

6,700,902 

6,698,109 

6,699,029 

6,700,929 

6,698,328 

6,699,030 

6,701,047 

6,698,395 

6,699,031 

6,701,134 

6,698,607 

6,699,092 

6,701,138 

6,698,632 

6,699,095 

6,701,151 

6,698,885 

6,699,201 

6,701,215 

6,699,064 

6,699,216 

6,701,231 

6,699,217 

6,699,232 

6,701,306 

38 


39 


40 


41 


6.701.315 

6.701,349 

6,701.359 

6,701.389 

6.701,447 

6,701,494 

6,698,114 

6,698,675 

6,700.748 

6,698,028 

6,698,031 

6,698,124 

6,698,136 

6,698,151 

6,698.160 

6,698,315 

6,698,316 

6,698,318 

6,698,445 

6,698,463 

6,698,471 

6,698,474 

6,698,477 

6,698,492 

6,698,493 

6.698,553 

6,698,557 

6,698,569 

6,698,579 

6,698,586 

6,698,594 

6,698,612 

6,698,614 

6,698,655 

6,698,726 

6,698,751 

6,698,830 

6,698,838 

6,698,854 

6,698,924 

6,698,975 

6,698,988 

6.699,001 

6,699,078 

6,699,082 

6,699,109 

6,699,116 

6,699,147 

6,699,167 

6,699,289 

6,699,295 

6,699,309 

6,699,347 

6,699,407 

6,699,427 

6,699,488 

6,699,551 

6,699,562 

6,699,607 

6,699,813 

6,699,828 

6,699,906 

6,699,945 

6,699,963 

6,700,097 

6,700,314 

6.700,351 

6,700,374 

6,700,656 

6,701,189 

6,701,198 

6,701,233 

6,701,258 

6,701,462 

6,701,480 

6,698,159 

6,698,519 

6,698,681 

6,698,934 

6,699,035 

6,699,149 

6,699,317 

6,700,252 

6,700,526 

6,700,762 

6,698,092 

6,698,131 

6,698,284 

6,698,550 

6,698,658 

6,698,724 

6,698,737 

6,698,784 

6,698,810 

6,698,831 

6,698,857 

6,698,868 

6,698,892 

6,699,766 

6,699,798 

6,699,958 

6,700,154 

6,700,455 

6,700.457 

6,700,464 

6,700,563 

6,700,594 

6,700,649 

6,700,800 

6,700,821 

6,700,990 

6,700,995 


42 


43 
44 


45 


46 

47 


6,700,999 
6,701,004 
6,701,028 
6,701,265 
6,701,272 
6,701,293 
6,701,339 
6,701,340 
6.701,403 
6,701,440 
6,701,501 
RE.  38,447 
6,698,043 
6,698,045 
6,698,102 
6,698,122 
6,698,214 
6,698,334 
6,698,364 
6,698,371 
6,698,414 
6,698,443 
6,698,446 
6,698,537 
6,698,643 
6,698,690 
6,698,729 
6,698,809 
6,698,849 
6,698,917 
6,698,983 
6,699,041 
6,699,048 
6,699,065 
6,699,071 
6.699,104 
6,699,166 
6,699,203 
6,699,219 
6,699,263 
6,699,341 
6,699,363 
6,699,372 
6,699,390 
6,699,481 
6,699,505 
6.699,545 
6.699,553 
6,699,554 
6,699,657 
6,699,702 
6,699,850 
6,699,852 
6,699,894 
6,699,896 
6,699,933 
6,699,942 
6,699,949 
6,699,977 
6,699,980 
6,699,985 
6,700,015 
6,700,029 
6,700,082 
6,700,224 
6,700,249 
6,700,483 
6,700.492 
6.700,506 
6,700,620 
6,700,772 
6,700,797 
6,700,898 
6,700,944 
6,701,140 
6,701,168 
6,701,174 
6,701,255 
6,699,226 
6,698,038 
6,699,096 
6,699,143 
6,699,184 
6,699,612 
Bl  232,427 
6,698,415 
6,698,548 
6,698,581 
6,698,684 
6,698,792 
6,698,848 
6,699,101 
6,699,211 
6,699,266 
6,699,393 
6,699,940 
6,700,791 
6,698,067 
6,698,110 
6,698,132 
6,698,274 
6,698,418 
6,698,501 
6,698,727 
6,699,024 
6,699,028 
6,699,270 
6,699,829 
6,699,931 
6,700,248 
6,700,297 
6,700,538 


48 


6,698,050 

6.698,066 

6,698,079 

6,698.082 

6,698,091 

6,698,098 

6,698,126 

6,698,135 

6,698,178 

6,698,201 

6,698,237 

6,698,372 

6,698,387 

6,698,389 

6,698,450 

6,698,468 

6,698,482 

6,698,506 

6,698,513 

6,698,515 

6,698.517 

6.698,521 

6,698,536 

6,698,538 

6,698,584 

6,698,602 

6,698,616 

6,698,712 

6,698,760 

6,698,769 

6,698,797 

6,698,800 

6,698,812 

6,698,915 

6,699,004 

6,699,019 

6,699,039 

6,699,159 

6,699,174 

6,699,242 

6,699,292 

6,699,436 

6,699,459 

6,699,489 

6,699,641 

6,699,724 

6,699,727 

6,699,745 

6,699,763 

6,699,771 

6,699,811 

6,699,875 

6,699,912 

6,699,938 

6,699,941 

6,700,022 

6,700,104 

6,700,115 

6,700,127 

6,700,172 

6,700,190 

6,700,333 

6,700,339 

6,700,350 

6,700,359 

6,700,399 

6,700,407 

6,700,439 

6,700,441 

6,700,453 

6,700,454 

6,700,484 

6,700,486 

6,700,497 

6,700,498 

6,700,501 

6.700.503 

6,700,535 

6,700,589 

6,700,659 

6,700,719 

6,700.814 

6,700,868 

6,700,872 

6,700,919 

6,700,957 

6,700,964 

6,700,996 

6,701,003 

6,701,092 

6,701,137 

6,701,147 

6,701,148 

6,701,149 

6,701,206 

6,701,223 

6,701,227 

6,701,320 

6,701,324 

6,701,354 

6,701,360 

6,701,364 

6,701,366 

6,701,369 

6,701,388 

6,701,400 

6,701,416 

6,701,421 

6,701,424 

6,701,427 

6,701,464 

6,701,476 
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49 


50 


6,701,484 
6,701,488 
6,698,424 
6,698,429 
6,698,634 
6,698,750 
6,698,776 
6,699,135 
6,699,146 
6,700,158 
6,700,217 
6,700,387 
6,701,347 
6,701,433 
6,701,442 
6,701,443 
6,698,433 
6,699,008 
6,699,400 
6,699,742 
6,700,163 
6,700,164 
6,700,424 
6,700,771 
6,701,201 
6,701,203 


51 


6,698 
6,698 
6,698 
6,698 
6,698 
6,698 
6,698 
6,699 
6,699, 
6,699 
6,699 
6,699 
6,700, 
6,700, 
6,700 
6,700, 
6,700. 
6,700. 
6,700. 
6,700. 
6,700. 
6,701. 
6,701, 
6,701, 
6,701, 
6,701, 


256 
266 
,269 
,295 
,436 
,556 
664 
271 
279 
,307 
,578 
,721 
,067 
075 
,112 
304 
340 
832 
939 
953 
963 
126 
234 
284 
297 
314 


53 


6,701,415 
6,701,514 
6,698,071 
6,698,268 
6,698,373 
6,698,484 
6,698,504 
6,698,526 
6,698,592 
6,698,636 
6,698,647 
6,698,687 
6,698,688 
6,698,864 
6,698,866 
6,698,878 
6,699,127 
6,699,190 
6,699,327 
6,699,384 
6,699,579 
6,699,664 
6,699,715 
6,699,764 
6,699,869 
6,699,975 


6,700,070 

6,701,487 

6,700,266 

6,701,508 

6,700,513 

54    :     6,698,942 

6,700,552 

6,699,171 

6,700,564 

55    :      6,698,113 

6,700,591 

6,698,171 

6,700,657 

6,698,198 

6,700,785 

6,698,230 

6,700,807 

6,698.313 

6,700,866 

6,698,413 

6,701,009 

6,698,495 

6,701,012 

6,698,523 

6,701,016 

6,698,525 

6,701,029 

6,698,585 

6,701,030 

6,698,610 

6,701,190 

6,698,699 

6,701,294 

6,698,700 

6,701,305 

6,698,781 

6,701,310 

6,698,877 

6,701,322 

6,698,926 

6,701,329 

6,698,928 

6,701,344 

6,698,977 

6,701,380 

6,699,045 

6,701,454 

6,699,086 

6,701,479 

6,699,103 

6,701,485 

6,699,145 

56 


6,699,189 
6,699.359 
6,699,360 
6,699,457 
6,699,507 
6,699.520 
6,699,537 
6,699,825 
6,700,034 
6,700,038 
6,700,081 
6,700.106 
6,700,121 
6,700,123 
6,700,356 
6,700,804 
6,700,948 
6,700,949 
6,701.000 
6,701,025 
6,701,214 
6,701,221 
6,701,496 
6,698,125 


DESIGN  PATENTS 


06    : 

487,186 

487,267 

487,314 

487,207 

487,273 

47    : 

487,185 

487,187 

487,275 

17 

487,208 

487,324 

487.312 

487.309 

487,191 

487,284 

487.210 

27    :       487,182 

37    : 

487,206 

49 

487.205 

487,199 

487,293 

487,220 

487.224 

487,295 

51 

487.240 

487,201 

487,296 

487,227 

487,246 

39    : 

487.290 

53    : 

487,238 

487,202 

487,297 

487,261 

487,317 

487,298 

487,245 

487,203 

487,320 

18 

487,243 

29    :       487,214 

42    : 

487,204 

487,262 

487,212 

487,321 

487,292 

36          487,183 

487,221 

487,291 

487,234 

09    :       487,184 

19 

487,213 

487,192 

487,228 

55    : 

487,181 

487,239 

487,196 

21 

487,323 

487,211 

487,288 

487,200 

487,251 

12    :       487,230 

22 

487,235 

487,218 

487,318 

487,219 

487,252 

487,244 

25 

487,264 

487,271 

487,319 

487,303 

487,255 

487,313 

26 

487,197 

487,272 

44    : 

487,325 

PLANT  PATENTS 


06 


14,571  I  12 


14,569  I 


14,573  I  41 


14,572  I 
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Superintendent  of  Documents  Subscription  Order  Form 

Order  Processing  Code: 

*5925 


□  YES,  enter 


subscription(s)  to  U.S.  Patent  and  Trademark 

Office  Notices  (PATON)  for  ^1 25  per  year  f  1 56.25  foreign). 


The  total  cost  of  my  order  is  ^ 
handling  and  is  subject  to  change. 


Price  includes  regular  shipping  and 


Company  or  personal  name 


(Please  type  or  print) 


Additional  address/attention  line 


Charge 

your 

order. 

It's  easy! 


Street  address 


City,  State,  Zip  code 


MasterCard 


Daytime  phone  including  area  code 


Purchase  order  number  (optional) 

For  privacy  protection,  check  the  box  below:  Order  online 

□  Do  not  make  my  name  available  to  other  mailers       bookstore.gpo.gov 

Check  method  of  payment: 

□  Check  payable  to  Superintendent  of  Documents 

□  GPO  Deposit  Account       |    |    |    |    |    |    |    |  -  □ 

□  VISA      □  MasterCard 


Fax 

your  order 

(202)512-2250 


□  Discover/NOVUS 


(expiration  date) 

Phone 
your  order 
(202)512-1800 


Authorizing  signature 


3/01 


Mail  To:    Superintendent  of  Documents 

P.O.  Box  371954,  Pittsburgh,  PA  15250-7954 


Thank  you  for 
your  order! 


Important:  Please  include  this  completed  order  form  with  your  remittance. 


I  United  States  Government 

INFORMATION 

PUBUCATIONS  •  PEFBODICALS  •  B-ECTRONIC  PRODUCTS 

Superintendent  of  Documents  Subscription  Order  Form 

Order  Processing  Code: 

*5925 

□  YES,  enter 


subscription(s)  to  U.S.  Patent  and  Trademark 


Office  Notices  (PATON)  for  ^1 25  per  year  f  1 56.25  foreign). 

.  Price  includes  regular  shipping  and 


The  total  cost  of  nny  order  is  * 
handling  and  is  subject  to  change 


Company  or  personal  name 


(Please  type  or  print) 


Additional  address/attention  line 


Charge 

your 

order. 

It's  easy! 


Street  address 


City,  State,  Zip  code 


MasterCard 


Daytime  phone  including  area  code 


Purchase  order  number  (optional) 

For  privacy  protection,  check  the  box  below:  Order  online 

□  Do  not  make  nny  nanne  available  to  other  mailers         °°  ^  ore.gpo.gov 

Check  method  of  payment: 

□  Check  payable  to  Superintendent  of  Documents 

-n 


□  GPO  Deposit  Account 

□  VISA      □  MasterCard      □  Discover/NOVUS 


Fax 

your  order 

(202)512-2250 


(expiration  date) 

Phone 

your  order 

(202)512-1800 


Authorizing  signature 


3/01 


Mail  To:    Superintendent  of  Documents 

PC.  Box  371 954,  Pittsburgh,  PA  15250-7954 


Thank  you  for 
your  order! 


Important:  Please  include  this  completed  order  form  with  your  remittance. 


I  United  States  Government 

INFORMATION 

PUBUCATIC»JS  •  PERIODICALS  •  B.ECTRONIC  PRODUCTS 

Superintendent  of  Documents  Subscription  Order  Form 

Order  Processing  Code: 

*5925 

□  YES,  enter 


subscription(s)  to  U.S.  Patent  and  Trademark 

Office  Notices  (PATON)  for  M  25  per  year  (^1 56.25  foreign). 


The  total  cost  of  my  order  is  ^ 
handling  and  is  subject  to  change. 


Price  includes  regular  shipping  and 


Company  or  personal  name 


(Please  type  or  print) 


Additional  address/attention  line 


Charge 

your 

order. 

It's  easy! 


Street  address 


City,  State,  Zip  code 


MasterCard 


Daytime  phone  including  area  code 


Purchase  order  number  (optional) 

For  privacy  protection,  check  the  box  below:  Order  online 

□  Do  not  make  my  name  available  to  other  mailers       bookstore.gpo.gov 

Check  method  of  payment: 

□  Check  payable  to  Superintendent  of  Documents 

□  GPO  Deposit  Account       |     |     |     |     |     |     |     |  -  Q 

□  VISA      □  MasterCard 


Fax 

your  order 

(202)512-2250 


□  Discover/NOVUS 


(expiration  datel 

Phone 
your  order 
(202)512-1800 


Authorizing  signature 


3/01 


Mail  To:    Superintendent  of  Documents 

RO.  Box  371 954,  Pittsburgh,  PA  15250-7954 


Thank  you  for 
your  order! 


Important:  Please  include  this  completed  order  form  with  your  remittance. 
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